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STATEMENT OF THE -CASE

. The statement of ‘the case in Foundation's brief con-
tains . two errorsy | | |
(1} The decisions of the_Distfict Court for the
Southern bistiict of Iowa*and the Court of Appeals for the
Eighth Circuit hplding-Isbell.patent 3,210,767 invalid were
not liﬁited'to certain claiﬁs, but treated the patent as a
_Qhole, (Supp. App. 97 and 77,_réspe¢tivély) |
| (2):_Thé pistrict Court here held Foundation estopped
to assert thé.validity of the Isbell.patent, rather tﬁan E
éstoppedlfrém enforcing the -patent. (Supp. App. 17)
' 'qundationfs-statement of~fa¢ts makes reference'to -~
facts in the-fedOrd_here relating to'substanﬁive patent issues.
'.These are not ihVol&ed in ihe"qﬁestions to be ¢Onsidered undér

‘the Supreme Court mandate.




PRESENT POSTURE OF THE CASE

A.. The Supreme Court Decision

The decision of the Supreme Court in this case

- modified the 1936 decision in Triplett v. Lowell, 297 US 638,
end provided a pfesumptive esteppel in favor of.an eecused in-
fringer where a patent has been held.iﬁvalid. Section ITIA
(Sdpp. App. 37 et seq) of the Supreme Court decigion outlineei
_the procedﬁré to be foliowed in theJDistrict«Court First; a
defendant in support of a plea of estOppel should 1dentlfy

-the patent valldlty issue in suit as the 1dentlcal guestion
flnally dec;ded agalnst the patentee in previous litigation.
Then_patentee muet be given an opportﬁnity to rebut the pre=-
sumptive estoppel by deﬁohstrating that it did not have “‘ae‘
rfair epportunity'precedurally, substantively and evidentially
to pursue his claim the-first'time.'f (Supp App.'39)"The:
Supreme Court. squests certaln 1nqu1rles approprlate in deter-
m;nlng whether patentee had a full and falt'chance to llt;gate'
tﬁe_validity issue in the eatlier_cése where the issue is‘one
of nonebviousness, as it is here, namely:. | o
- (a) . Wﬁether.the firét-validity determination

- “'"purported to employ™ the standards

-'announcéd in Graham wv. John Deere Co.,
- 383 U.8..1 (1966).

(b} Whether the opinions. indicate that the
- prior case was. one of the "relatively
. rare instances where the courts wholly -
failed to grasp the technical subject
matter and issues" in sult

(e) Whether WLthout fault of his own pat-
entee was deprived of crucial evidénce .
- or witnesses.in the first litigation.
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, Supreme I District Court 5
. The/Court s concludlng admOnltlon is that the/de0151on-whether

patentee had a full_end fair chance:to litigate in the_earller
casej—will necessarily rest-on the trial courts’ sense’bf
justiee and equity.  (Supp. App. 39-40)

.TheJSuﬁreme Court in Section:IV_of its opinion"rew'
mandedﬂthis caee,with instructiens'that BIOnder=T0n§ue be
allowed to amend its pleadings to.assert'estoﬁpel, that
FoundatiOn be permitted_to emend.its pleadinge end te.supple~
'meht the record with any-evi&ence'ﬁhnwimgfwhy estoppel should

not be imposed. (Supp. App. 57)

B. - PfodeedingS'on Remand in The District Court

reme -Cour

The / 3 struct 1ons ﬁave been followed. Blonder-Tongue -

filed-an amended answer1+8&pp~—ﬁpp7~ﬁf-setting up an affirmative-

;defense of collateral estoppel based on the deClSlonS of the
Iowa District Court2¢53§p==ﬁp§==3¢# and the Court of Appeals

for the Eighth Clrcult3%53§§==§§§x:#€? UnlverSLty of Tllinois

eFoundatlon V. Wlnegard Company , flndlng the Isbell patent

invalid for obv1ousness Motions fOr'judgment were filed by

,'both parties.* 4%E§§$=ﬁ?pv~fe7—¢f?

oc. 7 The District Court Decision

The Dlstrlct Court 1ssued a memorandum (Supp App
'12) maklng flndlngs that:

j(l) wProcedurally Foundatlon had a fair oppor—
_ tunity to pursue its claim in Iowa and the
“Eighth Circuit, specifically ‘commenting
on the convenience of the forum, incentive
to litigate, identity of issues raised and.

Supp. App. 6
Supp. App. 84 . -
Supp. App. 76 e 3 -
Supp. App. 10, 11° ' g
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decided, and opportunity to present all
crucial evidence and witnesses. {Supp.
~App. 14)

(2) The decisions of the Towa District Court
- and the Eighth Circuit Court of Appeals
reveal "a conscientious effort to apply
“the ‘standards laid down in Graham v. John
‘Deere Co., supra, and a careful evalua-
tion of the issues.", and the difference
- in conclusions reached redgarding cobvious-— -
ness "does not demonstrate that either
court 'wholly failed.to grasp the technical
subject matter.'" {Supp. App. 15)

(3  Poundation arguments that the cost of a -
retrial had already been: incurred;  the:
‘Winegard decision was ‘not . final when the .

Blonder-Tongue trial was held; .and Blonder- Tongue
' did not plead estoppel earlier, were.
all based on facts before the Supreme
Court and could not be asserted to defeat
the estoppel. (Supp. App. 16} -

{4) The whole Isbell patent was in iseue'ih the

" Winegard case and there held to be in- P
valid. (Supp. App. 16) ' :

- The District Couft'concluded that Foundation had not shown any

reason why estoppel was impreper and entEfed'judgmeht for

"Blonder—Tongue. (Supp. App. 17)

. SUMMARY OF ARGUMENT

(1) - The decisions of the Iowa District Court and :?'
R - in Winegard .
i the Elghth Circuit Court of Appeals/finally decided the ques-
_tlon of valldlty of the Isbell patent. | |

| t(2) Foundatlon has. not demonstrated that 1t was

_VdeprLVed of a full and. falr chance to lltlgate the valldlty ‘




_ 'and ‘
of’ Isbell in Iowa and the Elghth Clrcult/so ig estopped by the

judgment ‘therein.
- ARGUMENT -

‘The inquiries prescribed by the mandate of the

Supreme_ceurt will be considered in_order.

A. Idehtity of Issue
iThe issue here in question, Validity-df Isbell:ever
a defensedof.obvieusness, is the'identical-question-decided.
in Winegetd.;ﬂln the.IOWa_District Court} Judge Stepheneon
- found | | - | T |
 \?.';:a the- disclosure of Isbell s Patent - V/;
No. 3,210,767 is lacking in the prerequlslte

nonobv1ousness ‘and is, therefore, invalid.
(Supp. App. 97) :

The Court of Appeals- agreed,
"We have examined the record and find that . ¢ .
all claims must be denied, lacking nonobvious-
ness:as a matter of law . . ." (Supp. App. 77)
Foundation objects that claims 6, 7 and 8 were not-in issue,
'but the objectlon is not supported by the record _:Tﬁe com-
| plalnt in Iowa alleged 1nfr1ngement of the patent (Supp App
‘d98) and the answer asserted that the ‘patent was null and v01d

“for fallure-to satisfy thegrequlrements of 35 u. S C. sectlons

102 aﬁd‘103*. (Supp. App} 100) The only reference in the

% 35 u.s.c. 103 first sentence, prov1des

N patent may not be obtalned though- the'lnventlon 1s d




"freeord to‘élaims 6, .7 and 8 is Judge Stephenson.s comment.on i
the guestion of 1nfr1ngement - not valldlty - that
.'"All of the olalms except-numbers'6, 7'and{8;b/i.

are claimed=to be. infringed . . ." "~ (Supp.

App ED ' o
Neither Wlnegard deClSlon is llmlted.w1th respect to Sp@lelC
clalms, but both treat valldlty of the patent as- a SLngle 1ssue
ffIn fact .the Dlstrlct-Court included clalms.G 7 and 8 w:Lth'th-e=
other clalms in. the reproductlon of. the Isbell patent Appendlx i
_A to its, dec151on, 271 F Supp .at page 423 It'does not-appear-
hthat Foundatlon objected to the scope of ‘the judgment holding-
the entlre patent 1nva11d Foundatlon dld raise other ques—

'tlons whlch resulted in correction by the Court of Appeals of

fa flndlng of the District Court {That ‘the log perlodlc formula

for antenna de51gn was a’ recognlzed theory, but not a method of _”

de51gnlng-frequency 1ndependent antennas; Supp App '77 ~78;)
This Court should not presume to limit. the decision of the :
tElghth Circuit to- only a. portlon of the Isbell clalms |

The answer in Wlnegard afflrmatlvely alleged 1nvall—h
| dlty of - Isbell. (Supp. App. 100) .It‘seems.Foundatlon would

'not questlon appllcablllty of the deCL51on to clalms 6 7 and‘Bt

not-identically disclosed or described as set forth in
. section 102 of this title, 1f the differences between
- the 'subject matter sought to be patented and the prior
- art are such that the subject matter as a whole would -
~-have  been-obvious at the time the invention was made
to a person having ordinary skill in the art to Wthh -
. said subject matter. pertalns.“ : : L




had the answer 1ncleded a counterclalm makxng the same allega—e
' tlon._ To hold that clalms 6, 7 and 8 ‘were not 1ncluded in the'
.jlssue of andlldltY of- the entlre patent at issue in. Wlnegard
would put form before substanceJ | |
| The situation here is:analogous to that where a
- court firét findS'thet.thete iefnotinfringement and.then goes
ontto determine_validity. This is a common'ptactioe ehdorsed”
and urged by“theusupreme Couft.. | |
"There has been-aetendeocj'emong the;lower:-
Federal courts in infringement suits to & - L
dlspose of them where possible on the ground

of non-infringement without going into the
question of validity of the-patent. [citing

cases] It has come to be recognized, however,
‘that of the two guestions, validity has the
. .greater public importance [citing cases], and

the District Court in. this case followed what
Wlll usually be the better practice by 1nqu1r— _
ing fully into .the valldlty of this patent."
Sinclair & Carroll Co. v. Interchemlcal Corp.,
325°US 327, 89 L.Ed. 1644.7 (1945) '

B. ~ The Prior . Decision.is Final ...

‘hFoﬁndation does nOt-queetionfthat the decision in
Wlnegard is flnal The immaterialityZOf'the reletive-timing*
: of the Wlnegard and Blonder Tongue dec151ons w111 be dlscussed

below.

'C;_-;Foﬁndation”Had”a Full and_FairLChance to:Litigate Validity
Foundation'ﬂoes-not suggest_thet-the courts in Wine-

‘gardﬁdid not putpOrt.tO empioyLthe*inveétigation‘ehd standards -




~ of Graham v. John Deeré Co.; nor.does it allege that it was -
dé?rived of crucial evidence or witnesses*.
Foundation asserts only'that{

'(a);'The”Icwa'ahd”Ezghth Circuit Courts _
:falled -to grasp- the technzcal sub-
ject mattex, .

{b} .The Iowa and Eighth Circuit Courts
failed to apply the correct standard
of invention

in support of the_contentlon that it. did not have a full and
fair chance to litigate the-validity'of Isbell The .Supreme
Court suggested that 1mposxtlon of the estoppel would be un-

fair where.

". .. the {prlor] 0p1nlons . . . indicate e
- that the prior case was one of those. rela—
“tively rare instances where the courts '
wholly failed to grasp- ‘the. technical sub-
ject mattér and issues in suit)" - (Supp.~
App. 40) - '

The Court was o
ikisxgx clearly referring to casesof the character ldentl—

‘trial or apﬁellate'

fied in fodtnote.zz.(supp;'App 38),_where the/court fran

'admltted uncertalnty

-'"The court” below in recognltlon of its avowed L
- limitations rested its decision basically on '
its evaluation of the relatlve credibility of
~opposing - expert witnesses. Nyyssonen V.

Bendix Corporation, 342 F.2d 531.at 532

(CA"l, 1965)

"It is an issue which we are altogether 1ncom—' e
._petent.to decide upon the merits; even:the o

Foundatlon clearly attaches great 1mportance to the testlmony
. of Dr. DuHamel -at the Blonder-Tongue trial (Appellant's Br, -
20). fo claim is. made, however, that his testlmOny could not.

'have been presented in the Wlnegard case.




‘terminology is-beyond our dcquaintance, and @
what: actually takes place in the tubes is in-
accessible. except by its gross: manlfestatlons .
- =~ _-indeed the very elements themselves are in
dlspute among those who have made them their
“life study, as the merest smattering of modern
physics quickly discloses to a lay reader. -
While:Congress sees fit to set before us tasks
which are so much beyond our powers, sultors - -
must be content that we shall resort to the
Ctestimony of experts, though they are con-
cededly advocates with the inevitable'bias

that advocacy engenders.”. . Harries v. Air
King Preoducts Co., 183 F 2d 158 at 164
(CA 2, 1950) _ ,

. "I cannot stop without calllng ‘attention to o

- the extraordinary condition of the law which
makes it possible for a:man without any
knowledge of even the rudiments of chemlstry

‘to pass upoen :such questlons ag’ these. TheL

inordinate expense of time is the least of
the. resultlng evils, for only a trained -

. chemist is really capable of passing upon

hv such facts, “ . ." Parke-Davis & Co. V.
H K Mulford Co., 189 F.: 95 at 115 (CC SD .
l9ll) : S '

The dec131ons in Wlnegard show no such fallure to:
:grasp elther the technlcal subject matter or the 1ssues in-
suit. Rather, both Oplnlons (as w1th the Dlstrlct and Appellate
l”COurtuoplnlons here)glllustrate a remarkable-understandlng of
a'difficult subject matter. Judge Stephenson analyzed the
Isbell patent, the prlor art and the dlfferences between them,-

and found-the[dlfierences to besobV1ous to_onerskllled-ln_thel

art; Judqe Lay for the Court of Appeals"did not perfunctorily_p |

afflrm, but repeated the 1nqu1rles of Graham V. Deere and .-

reached the same conclu51on

in. com llance wi | -
‘This Court xgxnekgaukhexkﬁeﬁxhx the Supreme cOurt o

is not
_mandate/to look 1nto the record of the Blonder Tongue trial




—(devoid as it is of testimonyhon behalf_of Blcnder;TOnguefree.a
garding ohviOusness.of'Isbellffin determining.whether‘the Courts
in Winegard grasped“the.suhject matter”and.issues;' It.is not’a :
.matter of comparative.evaluation oflthehtwo'Districtlcourt:deci—.
.sions. The Winegard'opinions“demonstrate clearly}azthcrough
: understandrng of the. subject matter and issues. This aloneesatism
fles the 1nqu1ry dlrected by the Supreme Courtb : “
| | The 1ssue here is nelther a resolutlon of" a."dis-“
agreement" between the dec151ons of the Elghth and Seventh
_Clrcults or: for thls court to speculate whether. the Elghth

'-'Clrcult analy51s correctly applled Graham V. Deere-' The ques—

tlon asked by the Supreme Court is whether the prlor dec151ons

) "purported" to employ the standards of Graham V. Deere (Supp

rApp 40) Foundatlon does not suggest that they dld notr a"
readlng of the: dec1srons makes - 1t clear that they dld and in
.fact, the Supreme Court so found

"prial was to the court, and after pursuing
the inguiry mandated by Graham v. John Deere
Co., 383 U. S. 1, 17-18 (1966), chief Judge
Stephenson held the patent invalid since 'it
~ would have been obvious to one ordinarily
skilled in the art and wishing to design a
“frequency independent unidirectional antenna = ..
- to combine these three -0ld elements, all sug- .
- gested by. the prior art references preVLOusly
discussed.'" (Supp App 21)

'The Supreme Court dld not mandate ‘a comparlson of
the legal standards regardlng obv1ousness of the Elghth and :
Seventh Clrcults and the: Dlstrlct Court properly lgnored

Foundatlon 8 1nv1tatlon to make such comparlson

) ~ 10 -




D, - The Other Factors Argued by Foundatlon Are Not: Before
. The’ Court : _

ggg Foundatlon complalns that estoppel here is 1n~:
equitable, unjnst or rmproper_as-(usmng.Foundatlon s_numberlng}'

(2) The Winegard decision was not final, but
on appeal to the Eighth Circuit when the
Rlonder- Tongue trial commenced

t(4) dThe cost of. the second trral has already
' -been 1ncurred- .

(5) The parties proceeded_in good faith under
- 'seemingly settled law and it would be in- '~
equitable to impose an estoppel;-

(6)W;Blonder#Tongue-did'notfraiseﬁthehestoPpel
' isSue*prior‘to the Supreme Courtfdecision

The facts wrth reepect to each’ of these pornts were_”
'before the Supreme Court and were not con51dered by it to be e

| materlal The remand and mandate of the Supreme Court estab—'”;
- ~each of -
'llshed the law of the case w1th respect to/these p01nts

.The Dlstrlct Court correctly held that it could not evade the~
_ such factors
:_mandate by holdlng that/§§§§ defeat the estoppel plea (Supp App 16

“The power of a lower trlbunal under a mandate o
of. reversal is:not unlimited. . Where suchkman— L
date directs the entry of a specific judgment, -~
the court below has no power to enter a dif-

‘ferent one, and where the reversing mandate

specifies the further proceedings which shall

‘be taken below, or where it definitely limits.

such proceedings, the power of ‘the lower -court

is restricted accordingly." Cyclopedia of.

-~ Federal Procedure, Third Edition, 1965,_Re— -
.'Vlsed Volume 14A ‘Section 69, 39
e

1n Crlscuolo V. Unlted States, 250 F. 2d 388 (1957),

the Court of Appeals for the Seventh Clrcult con81dered a

R




similar situatiOn. Contestlng an action on -an 1nsurance mo’;ef

by the named beneflclary, the deceased S. Wldow 1ntroduced

ev1denoe_(l) of an attempt on the part of: “the’ 1nsured to chAﬁqh

the beneficiary, and-(Z) the performance of an afflrmatlve act

.supportlng such intent. The trlal eourt held the ev1dence

insuffidient ‘and found for the nanmed beneflclary.: The'Court'

ofrAppeals_reverSed'and remanded with direotions to'aliowdthé'r.'

named.benefioiary to.presentnevidence to-overcome that'prev
sented: by the wrdow No addltlonal ev1dence ‘was’ offered

Nevertheless,‘the trlal court held that it- dld not- belleve

' thelwitneseeslwhlch'prev1ously"had'been'presented=by the w1doW,

and found again for -the named beneflclary The Court of
) Appeals reversed agaln, Judge Llndley saylnq._

‘"As we have observed we remanded the cause
for the sole purpose of allowing plaintiff
“an. opportunity to present evidence to over- o
come that of the widow. Thus the .court e
‘below, in merely re-entering the order we
had reversed; misconstrued the mandate of
this court. In addition, by merely amend-.
ing its findings:to justify its original
decision, the district court deviated from -
the law of the case as established by this
- ¢court.on the previous’ appeal [citing cases]™
250 F.24 at 389. '

tSlmllarly, the. Nlnth Clrcult held in Hermann Ve Brownell

274 F. 2d 842, 843 (1960):

“When a case is’ appealed from this: Court to P
‘the Supreme Court, this Court completely - .
foses jurisdiction of the cause. Thereafter,
“our jurisdiction can be revived only upon.the
“mandate of the Supreme Court.itself, and even .
upon .such restoration, the jurisdiction of -




this Court is rigidiyhlimitédato:thoee points,
and those :points only, -specifically- consigned
'atO'our'cons;deration by~ the Supreme Court.
pwin'the instant ease, this Court.is‘functiohe
ing.under .such a remand. Consequently, our
Jurisdiction is strictly limited to the Supreme
Court's mandate. That mandate is our compass
and our guide." : : B
'We need hot'speculate.whatpeffect‘may be giuen”in-the"
 future to ahprior decisiOn which is:on appeal at theytime'arﬁ.
.subsequeht trial,is about to begin..'This andnrelated‘questionet'
“of dooket load ahd'trial]soheduling.wili have-to-heauorked out
on a case—byhcase-basis- The_Winegard}deoision‘ie_final'and'p~
-prov1des an . approprlate ba51s for an estoppel plea N
Other courts have had noe dlfflculty in applylng the
new estoppel doctrine 1n a 51m11ar 81tuatlon.f An overlap ln.'
the tlmlng of trlals and decisions was dlsregarded by the Flfth“
-C;rcult,lnuremandlng a case for consideration: of an;estoppel
plea. Moﬁsanto.Company-brought-two suits'for;inﬁriﬁgement of
a patent, one.against-Rohm &VHaas'Co' inaPenueyluanfa-and'the
_other agalnst Dawson Chemlcal Company Inc.,-et al in- Texae |
-_The PennsylVanla case was trled flrst and resulted in a- holdlng_
_that the patent was 1nva11d The trlal in the Texas-case-was
1scompleted before the dec151on in Pennsylvanla, but the deClSlon::
'fwas rendered 1ater, flndlng the patent valld The Texas court h{f
'commented that the Pennsylvanla de01510n was not res judlcata and _
-, did not oreate ‘an estoppel Both dlstrlct court.de5151ons o
'tuuere appealed _The ‘Blonder- Tongue dec131on was - announced by

-

- the Supreme Court follow1ng the filing of brlefs and the hearlng




oral arguments by the Fifth_circuit in the Dawson case. The"
Fifth Circuit remanded_the case -to the District Court to allow
the defendant to plead est0ppel and to afford plaintiff*an
0pportun1ty to show reasons why estoppel should not be alloued
_1n accordance with the procedure directed by the Supreme Court
in. Blonder -Tongue, 443 F.2d 1035. A pet;tlon for certiorari
was-filed-by Monsanto December 14, 1971._ The Third Circuit

E has now:affirmed the PennSylvania District Court,lﬂw___ F.2d -

, 172 USPQ 323, January 12, 1972.

Foundation's'reiiance.on_Blumcraft of—ﬁittsburgh”v;'
‘Kawneer.(Appellant's Brief 17) is misplaced;.-The‘facts ine'
Blumcraft dietinguish-that case from the one here at:issue.
There, a design patent was first heldxvalid in:the Court:of
Claims and later it and.a‘mechanical'patent.were_held invaiidh.
in the Third Circuit Court'of;Appeals. The District Court.of'
Georgia merely said that it could not place more welght on
one dec1510n than the other in rullng on the estoppel plea
.Reconslderatlon has been requested by Kawneer., -Compare the

decision of'the Kansas District Court in Blumcraft of Pitts-

burgh V. Archltectural Art Mfg. Inc., et al dated January 7,

_1972, where estOppel was found in another actlon on-the . same:
.patents. .(Addendum'"ﬂ__“) |

| The effect of Eoundatlon 's arqument in. support of
'p01nt (5) is that the Supreme ‘Court dec1510n should apply only B
prospectlvely and that Blonder Tongue should not be entltled |

to assert an estoppel since the second trlal has already heen

held, Such a content;on.ls'dlrectly contrary to the-Supreme L

- 14 -




'Ccurtlmandete which'dlrected that Blonder;Tonqﬁe'be allowed--
rto-aesert the.estoppel. .(Supp. APp; 57)l lf the.Supreme”Ccnrt
_had intendedﬁsuch a result} it would have specificelly prorided.
that the modifiCation'of Triplett shouldshave,only arprospec_
tiVe effect. The Court has.followed'this prccedure.in other
srtuatlons where the retroactﬁve appllcatlon of a change in

the law mrght cause hardshlp See,” for.example, England V.

’ Louls;ana State Board cf_Medlcal,Exeminers, et,elj 375 1.8,
-41;,71964-' E I | “

| g Other courts, moreover; have had no- hesrtancy in. ;
applylng the changed law retroactlvely See Monsanto-v._

© Dawson, supra, and Bourns Inc., et al v. Allen Bradley Company,

_gg;él_ DC NC I11., Féb. 7, 1972. (addendum ___ )
| o Slmllarly, the Supreme Court consrdered the\fact
_thatlBlonder—Tongue'had'not urged an'estopped (Foundatron 5
'.éointiéj end even'argued againstﬁoverruling;Triplett*v, Lcwell
,(Supp. APP ‘.25,_r é e 57)* . Nevertheless, the Supreme.Court-r

dlrected that Blonder Tongue . be allowed to assert: the estoppel

':;(Suppf App..57) In Grantham v .McGraw-Edlson-Company.(Appellant S

'.Brief-24)_there'wes no pricr'deCLsicn_on'the issue of validity

s The Wlnegard dec151on was called to the attentron of the
o Trlal Court (App. 85, 217) and the’ Court made reference
 to 1t in its de0151on (App 821)




. CONCLUSION

- The decision of the District Court finding that
qundation'is estopped -to assert validity of the Isbell

"pétent*is corréct,ahd'should be affirmed
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