B. The Isbell Patent is'invalid‘for Obviousness.
The Foundation plaihtiFf seeks to ansWer defendants“ brief
on this issue by,'first settlng forth alleged “flndlngs“ by the

District Court. Each of those alleged flndlngs requlres &m&m&afvnﬁ'

_ﬂrmyﬁary coﬁment to insure that 1t will not be grossly n15understood.
| COntrary'to.the Foundation?s assertion, THE7DIS$RICTTCOURT '
'DID NOT PIND- 'I‘HAT-— | |
*1. At the tlme of the 1nventlon [of the Isbell patent
in suit] it could not be predicted which, if any,

log perlodlc structures would operate in a frequency
-1ndependent manner. ' :

_ The differenceibetween the above-guoted alleged finding. and what

' the-District_Court actually_said nust-be reeognized and'understood

before the issue of nvalldlty of the Isbell. Uatent for obv1ousness,
oan be ihtelligently eValuated.
~ Contrary to_what might be-inferred from the above-quoted

'alleged;fipding'(whichrthe District Court_did-not make) there were

‘a-numberﬁoflsuoceseful log—periodic antennas.prior to the iﬁVention
of tﬁe-Isbell patent in suit.'.Tﬁeee are deseribed aﬁd depicted in
the DuHamel and Ore erticle, and, as that article.diSCIOSes,_the_
”operation of those prior, knoWn; log—periodlc antennas and how

their operation'Varieddwithfchangee_in design parameters:was well
known . and predloteble-at the time oftthe.Isbell invention.* Moreover;

.the DuHamel-and Ore petent (D¥ 14} contains additional disclosure

* The earllest establlsned date of Isbell's 1nventlon is an indefinite
. one. durlng early: 1959. . The Duhamel ‘and Ore article carries a publlca—
tion date of March 31, \1958, and the work described therein must’
- have eoveredla;substantially,earller period of: time.
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regarding the same class of log—pegiodic antennas deecribed in-the'
'DuHameliand Ore.article, inciudiné an ampiified descriétion of the
'effects of numerous changes in the designs of such antennas. fo-

assert that the results of changlng any of the details of that

class of. log- perlodlc antennas could not have been predlcted from.
the work that had keen done with them is absurd on its face.
What the DuHamel‘and'Ofe article clearly meant by stating

(App._826)'that.“no theory has been established which even predicts

_fhe Eypes-of-étructures which will give frequency'independeht-operatiqn“
(emphasisiadded) is that one could not theri ‘have predieted with

certainty what a&ditional'undisclosed'types of log-periodie structures.

would "give freguency indepehdent operation.™

The main point to be driven home by the foregoing discussion

is that the District Court correctly stated, but misundérston_what
it derived-from the DuHamei and Ore article and summafized iﬁ ite
declslon (paragraph brldglng App. 826-827). The Foundation's
brlef, in mlsstatlng what the Dlstrlct Court said in that regard (as
pointed-out above), would further-distort the true picture by making
it appear that nothing in- this field could be predlcted, even as a

llkely probablllty, let alone w1th certalnty There is no ratlonal

_ba515 in the record or in anythlng found by the District Court for-

such an absurd conclusion.

‘As a result of the District Court's failure to understand -

the true meaning and limitations of its own findings, and by_cbnfusing

“ﬁredietabilitY“'With "obviousness" under Sec. 103 of the statute
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‘as explained in-pur prior brief (D.'Br..l3—lé),'the ﬁistrict Court
first:acqﬁired,an incorrect.impreSSion of What.wes_unpredictable;_
Then,igndring the distinction between pfediCtability'and-obviousness,
the Disttict Court committed a clear error of iaw3ih holding that

' What,it COnceived_to.be_unpredictatle with_certainty'{despite_the
otviousness_ofltrying.and a reasonable ekpeetation qf succees)

was-uhqbvious under'Sec.'lOB_oftthe statute.

Further contributing to the District Coutt's-misunderstanding

- of the matter of unpredictability is its clees-reliance upon hearsay

~as ‘proof of the unpredictability,on—whieh tt—¥TITea. Referring to the
DuHamel and Ore article, the District Court steted—~

-"but ‘the paper, by its own statement Eroves that !
'no theory has been established which even predlcts
the types of structures which will give: frequency
1ndepenuent operatlon " (it atabiel)

publlcatlon is, oE~eea5sef—p§*e§~&§t—ﬂa;uaLLMm

The:

rtha£ TE-digseroees E:tsiet suggestswtbut 1t does not prove the truth of .

| T
anything which it stateeias—a—éaet. vrt. is &&ﬂﬁﬁﬂﬁﬁh&&—@ure

hearsayféﬁéynnﬂugny.pEécihleﬁaxgHmeﬂ%*\EHd the,yﬁﬁiflanguage used
$¢MV by -the ‘District Court demonstrates that‘it'accepted'sﬁchlhearsay
Yta . evideﬁﬁewas.establishinguitS-next_eonclusion, toewit——.

/l - "I-t'cannot‘.be ‘said that this article‘-tau_ght a method

of designing log-periodic antennas which would
predlctably operate with frequency 1ndependence KxkEN

fromﬂwhgﬁhﬁ‘ﬁn the same sentence, the District Court concluded that
"the Isbell patent was not obvious after 1ts.[the article! sJ publ;cav
tien." No clearer case.of. an error,of~lawtbyureiyingrﬁpee.hedrﬁay. |
evideﬁeeqinzdeciding_theuuitimate qpestien_ofeobvioueﬁeee ean be

imagined.
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The COu;t then proceeded to réfef géneréliy'to ?much
“evidence in the recor&fthaﬁ?éstabiishes that the design of successful
log—péﬁiodig antennas,was;recognizéd by the_art itself £Q_bé unpredict4
able." Uniéss by "the art itself" the Distric£_Cour£ was.?éferrihg;
-oniy to the testimony at;the'trial of-Mayés'and.puHamel'on the subject.
of predic#ability,'it can catégoricélly be'séid thét_thefeis-no  |
evidence: of any-éﬁ§h br0ad=:ec0gnition ofﬁnprgdictabiiity.“by
-the a;t'itself.“' The bisﬁfict'Courf.identified np sﬁch‘evidepce_
and;'eXCéﬁt-for‘tﬁe-teétimony-bf Mayes and DuHaﬁel} né-su¢h é€idence
exists anywhere in the.fecord.

As for theféétimony of Mayesland-DuHémel'on this question =
- of prediétabiliﬁy, twoimpqrtaﬁt;coﬁsiderations_muSt-be_emphasized._
.EiEﬁEi both Mayesrénd DuHamel have a finaﬁciai‘iﬁteresﬁziﬁ thé
.roy;lty.ipcoﬁe from fhe Isbeli'patent.in-sﬁit (App. 259, 359), an&
could ha;dly be_expe¢£ed to testify.wifhout_sqme_inherenf 5ias.
_Second,_the.gist of*the teétiany}on.predicfability'byfboth Mayes

and DuHamel'was essentially that log*periodic‘structureSuthat were

--distinctlyadifferenﬁ from those previouély tried and fouhd1to be

‘succesﬁful coul&.nbf'bé'pfédidted'wifh certainty'to ha%e frequenéy-
independentUcharécteniStics; .Neither.of tﬁem’testified”thét the .
'particulaf stép takeﬁ'by'lsﬁeil.from the several forms of'antenhas
illustrated in the DuHamel and Ore paﬁent (DX 14}, with-the.angie
psi (ﬁ*) équal to zero, to the anﬁénna illusﬁfated in.FiQQ 2 of £ﬁé
ISbe;l.patent'in suitswas nét an’obvious_step”to 1-'-?:1].{é or that one

‘gkilled in the art would not have expected the latter form of antenna
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,to;bé reasonably close to frequency independent in its operating

'charadteristics._ Much less did either Mayés'or DuHamel say anything

to indicate that the. tahlng of- such a step was not clearly suggested

by the prlor art or that'there would not have been a'reasonable

_expsctancy_that.a successful antenna. would result.*

Referring to the Foundation's second allegation as to -

What'wasffsund,by-the:DiStrict,Court,.the Foundation's brieftSéts-*

forth the following:

"2, Dr. DuHamel, an expert in the field and the co-
inventor in one of the main references relied
upon by Blonder-Tongue (DX-14), attempted to
construct an antenna with the characteristics
‘exhibited by Isbell's and failed, and moreover
was surprised to learn that such a structure
worked."

;That‘is essentially what the District Court fouhd'(App; 827) , but,

as bsfére,_the statement is likely to be gfossly'misunderstood if
not éxpiainéd in the.cdntext,of D:..DuHamel's téstimony. _The finding'
in questipn contains a reasonably accﬁrate‘condensatidn of DuHamei’s”
testimgny,-but dqes sb incémpletely and dﬁt_of context soras tb

completely distort its clear meaning.

* Mayes testified that the DuHamel patent (DX-14), alone,-containea

no teaching of taking this step by reducing the width of the teeth
to zero (App. 402-403). He did not say anything about the obvious-
ness of reducing ‘the tooth width to near zero in view of other '
prior art, such as the K.O. antenna and the Katzin patent (DX
~and . ) relied upon by the Elghth Circuit decisions holding the
Isbell patent invalid.
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DuHamel s testrmony.regardlng the antenna.he attempted to
construct w1th the characterlstlcs exnlblted by Isbell s (App. 336- 340)
'referred to an. antenna that DuHamel construeted EEEEET not before
'learﬁihg_of.lssellfs:invéﬁtion;wThe'atteﬁpt'was Qne_of-ebteining_
_cgmpqrebletgerformance:from "a sma}lerﬂmeehanicalestructﬁre forathe:'
.ssme-lQW~frequehCy limit bf-oberation" {App;.340)r'Thﬁs,.whatiheﬁ
was'seekihgfteudb_sas_to ﬁind a smeli'strscture that wouid'do the
.Sametjobfasrisgellfsllarge.Stfuctufe —5 ob#ioﬁsiy an.entire;yst
differéntzérbblem than the one-With whichwe.areeoneernedy ffhe
eresﬁltyrthough accurateiy.stateagby theiDistrietiCourtﬁand tyﬂthet'
fFoen&atiqnj lOgicaliy“has ne-bearing,whatsoever on the-obviousness.s :
of the step takeh:by. Isbell froﬁ:the ;ogfperiodic“antennes of.the::'
_,priorﬂart: | | | |

| .'3eferrih§rte DuHamel}s.testimohy.that-he.wasésurprised:
:te:leernﬁ that'Isbellfs antenné‘worked, séain{tthe_Distriet Coﬁrt's"
| stetement.is.aceUrate,*tuteincompletetend eut pfieontéxtél-DuHamelPs
3test1mony (App._347) was that~—_

es"At flrst I was somewhat surprlsed that they [Isbell S

antennas] worked, but-after thinking more about it and-
“thinking batk, theén I was not surprised. At first'I

was surprlsed that it did work." (5;ﬁ&x;444 a«icuegj

Nelther the DlStrlCt Court nor the Foundatlon 8 brlef nentlons

- DuHameles_stetement_that,_afterth;nklngemere aboutvlt and thrnkihg
_beck.”heiwas-not surprised. Lookiﬁg-at'the‘entire*statement by DuHamei
in the light of his precedlng explanatlon of why he had not thought
*'of Isbell s 1nventlon before Isbell (App. 343—347), the"answer*rs:_.

\ -E:wl:e;n t. - His ‘z.tl}lnkclngg. Was: sorestrlc ted by the d‘e sign prlnClple s
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 he vas wosking on éﬁ-the'timé_that he}fés.on?'ihdifidual,'faiied ,
tOﬁseinhét*waSVObQiQ“s iﬁrviéw,qf.bthefgp?iér aft.(wiﬁh”wﬁiéh__-
~he was hdt'neCéssarilY faﬁili§rj, : SR 7
infthis:iattér cqnne?tion?"theﬁthird“allééedtfigding in:
the DlstrlctCOUrt referred to | :Ln the Foundatlon g brlef also m:LS-—
r.e:pm-s-ents'{_"h'e-'Dis?cric:'_t Court's deciéioh. THElDISTRICf.COﬁRT MADE.
:NQ ':'FKI.'NDING.,.Vf.[‘ﬁA'T_'; ' - : |
) '"3}-.N6né of the Prior art referéhées.cited bf défendant,

teaches or. sugqests, alone-oxr in comblnatlon, a log—-
perlodlc array employlng srmple dlpoles. :

The‘maiﬁ'thrust’of the District Court's degisioﬁ ;n~this-re§a£@jis
that,fregardleésQof pri@r art disciosﬁreg, ;sBeiivainvention was .
,unqbﬁibus;beCauserthé'reSulﬁé-Werefhdt_Prédictabie'ﬁith}certaiﬁty- 
‘It is:ﬁahifeStly'a@ﬁ?error;of'law toihﬁld a éaténrlralidrOn.sﬁch

i:a-ground, as- further explained belowj:

_bf the’Foundation‘s brief re-?predictability For help in- thls regard

:I have attached the pertlnent portlon of Wlnegard s brief. opposrng

'certlorarl, whlch-was in turn'basedjon.my prlor.raw_search and

~memoranduan. ]

[This;may'be.the.place'to-answer page 9 to middle of page 10 _r
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7 VALIDITY OF PATENTS OF THE FOUNDATION PLAINTIFF
On the matter of Valldlty of the Isbell and Mayes et al.
Pt i i R bl et

patents in suit, the prlor brlefs of defendant Blonder—Tongue,

and of the Foundatlon plalntlff Have presented only a few issues for

T P e L e . . . '/

g-de0151on onJappeal.-gHowever,-aS-to_eachvof thoSeﬁ;ssue54 both the

:~fa&tsxand the sﬁecific queStiOns-preSented fot-decision'dn appeal'
have been well dlsgulsed by the brlef of the Foundatlon plalntlff

wwWAww»WWHand requlre clarlflcatlon.. En clarlfylng those 1ssues, the errors

'”;;ngmitted by thenDistrict.Court-w1ll_benmade'manlfest._

RN THE" ISBELL PATE'\}T

AL Tne “Inventlon Wae Published More ‘Than a
Yeéar Before the Patent Appllcatlon Filing:
Date 1n Contraventlon of 35 U.S.C. 102(b).

eg@ee,i;, l. Thefquestlon*of,npubllcatlon?f1nvolVesdadQuarterly
e Engineerlng Report No. 2 (D;_EX-_' -fiwhich-tne'Foundation eoncedee
. was . prlnted and delivered by the printet te the . nubllcatlons offlce*.
-ennApril,Bo; 1959“.(App. 828) That- daé%iﬁas ﬁgﬁgiéhan a year: nefore .t
:“7i§5éli?s filingedatefoi'May_B, 1950. - In seeking:toddispeseof'thie'
';iséﬁ;fiﬁ a-page and'a'half'(P; Bf..6~7),Vthe:brief'0f.the FOundatien
' -plalntlff 80 dlstorts and mlsrepresents both the facts and the
MV&MM&M%f;;et;tct-dourt s dec151on'that.both requlre restatement.-.
| In. lts s0~ calied "brlef resume" of the undlsputed facts,'

d the Foundatlon actually acknowledged only the mere dellvery of the

n—wreport to the;publlcatlonshofflce on:Ap:ll 30,*1959. In argu;ngy-

e E Publlcatlons Office, Electrlcal Englneerlng Department,
Un1versxty of IllanlS : :
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that this did not_emount to ﬁpublication,“ itlasserted, fitst;
7that there le "no evidence of anf,aot of pobiication.nor of any
intent:to publish" up to.the mailing of'oopies on May_S, l959,
to the-otganizations on a distribution liet,‘as re@uired by the

_proﬁect3sponsoi.' It then soughtﬁto-reinforce this~argument with
< a mlsstatement of Lawler = amblguous testlmony regardlng an alleged
department pOlle w1th respect to dlstufbﬁggqreports. | Finally,
the Foundation concluded lts“argument w1th.a‘statement that the
:District Couft'found the repott:ih questioﬁ ﬁot to have been,
."receivéd" by a liﬁrery,-nor inlea" in a libraty, no:lmadelaccessible'

“to the public before the critical date. The District Court made no -

such findiﬁgs.__

__Slgnificantly;thefoundation's a:guﬁentVWas notetﬁe
basié uponeWhich the.District Court oecided there hed been_nol',
: jooblicatioo prior tO'May.3 1959. 'In.theloourse of ité discuseion

llof thls -issue, the Dlstrlct Court found all of the facts _enumerated.
l'on pages 9-10 of" defendant s.p%icf'brlef most of whlch the Foundatlon
‘_falls_to mention,. $his.included finding what.the District Court
described as "the father.remote poSEibility_that a;person'knowing

of the report might haVe'asked for it’and.obtaineq a'copyf_on_
Aoril'BO,'l959.%* Ihose findlngs were correct.eXCept_for.the legally.
iﬁmateriallconolusion’thet the last—meﬁtionedpossibility was "rather
lremote,"'for_which that oourt’made no supporting faot findlng-and‘

-for'which there is no rational basis in the evidence.

x Dlscussed in detail below, but apparently not relled upon by the
Dlstrlct Court. :

%% Ig the possibility,not remote that a person, knowing of anyebOOR,
might ask for it and obtain a copy of it from a particular library
within three days after it was received and physically available there?




o3
s Whatthe-Dietrict Court'erroneously decided, asla-conciueion
fcf iaw, was;that the.availability_of.tee documeat “Qas not sufficienti§"
t'public' in nature“'to constitute "publication"‘under:the patent act.
Aside from lts mlsunderstandlng of the appllcable law as explalnea |

‘run—duw"‘“
in- our 3&16r brief- (D. Br. Ll- 12), the District Ccurt 81mply 1gnored

_and;madeapo;flnd;ngs~on theufacts;from_wh;ch the,publ;c nature of

.:the'document could be judged.
MO?eover,fconsistently with theefacts which.the-District

-Court did_fiad; and contrary to what the Foundation argued (P. Br. 7),

—the report -in guestion was received by a.library‘and“was made availableq

‘to_the pdblic-befcrthhe;critical~date"of“May53, 1959.:tT0?aemonstratea"
‘this inrcontradiction-oflthefFoundation brief requires a review of the

pertinent'testimohy, nct'fcrfthe-purpose.of.contfaaicting anYthing

found as:a fact by the Court, but to supply what 1t falled to flnd and

demonstrate the unfcunaed character of the Foundatlon s argumeat.
Let u5=start-w1th_the testlﬁonyeof.the Foundatlon's-watnessqf
Lawler; whqfwae'beeiﬁeesfmanager cf.the'Eiéctficai'Engineefing'Depart-
_,ment and Miss Jchnecn's immediate supetvisot (App. 461). Aftexﬁconf
fifming.ﬁuch of Miss'Johnson‘e teetimony.(ﬁpé; 462e465)fand explainiﬁg.
various irrelevant mattersf(Apc. 466-468),_Lawler'denied any-knOWledge
“that theuLccal Libra;y.in his:department, in.charge.oﬁiMiss JohhsOn}
was'calied anything 5ut.a “heading Rocm"‘(App.f468—469),‘apparently
s eeeking tovdraw eome'obscure ﬂistinction-between a iibraryfandla'
teading room where booke_are‘Sto:ed fcftboth reference'and borrowing.
' However, that no sach.distinction-is warranted is demonetrated by aa_
- exhibit.H-4 stipulated with;aad attaChed_to Miss.Jchﬁsch's teetimony_
. (D. Ex. 22; ?. 206).._Tﬁat document, ttom;theaofficia13recotde of ;

-;Lawler*s own department, included the "Local Library"ias_one_Cf-the
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requmred rec1p1ents of. copies of reports like the one w1th which :_
we are.here;congerneﬁe(App; 206-207). |
';The"part of Laﬁler's testimony on which the FOundaﬁioni
| p:iﬁerilyareliee relates to the alleged depaftmeﬁt policy (menﬁidned_
above),régafdinq theedistributioﬂ~of repo;ts.(App;'465—466).
Without saying wheﬁ_such'policy existed or over what pefied'of
.time, LaWier-testified ambiguously,on-this”poihf-and ohlyeashfolldws;'
"Quarterly reports normally were restrlcted in
their distribution. Distribution had to be made,
- “first of all, in accordance with the distribution
list which the contractor would supply.”
[Empha51s added}
Not only did- Lawler fall to say that such a pollcy ex;sted durlng
. the.crltlcal‘tlme 1n the sprlng of 1959, but it is not even clear
tha£ his words "first of all” meant flrst ‘in pomvt of time, rather
_than first in’ o?der of 1mpor£ance, and he referredlto no documentaff
evidenCe.Of the eXISteece of any such_pollcy or requlrement. Perhaps
'ef greeterfimportanee, he said nothingaabout MissJohheon's-geihg
_'advised_of'anyliestric#ienuon the'die;ribuﬁionief sﬁdh:%eports,‘or
-that'shemeversebserved?anY'priority'aé«ﬁo-who might receive_Euch.
-.fEQerts;.and'Miss dohnsoﬁ denied kﬁowledge-of_any such restrietibn
(D. Ex. 22, pp. 199-200, 204-205).
 Mostiimportant of eli.iseLaWIer's tesﬁimbhyron cross-
" examination es_follgws:- | |
""Q. Who, Mr. Lawlef, had more deealled lnformatlon.
with regard to the- avallablllty ofand dates of publlcatlon
-of the Quarterly Reports,: Defendant's Exhlblts 7 and 8,

‘you or Miss Marjorle Johnson?

"A. She would probably have more detalled 1nformat10n
on them, yes._‘- ‘
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fCleafly:‘BY Lawlef?s.oWn admission,iit.Was.hot.he, but'Miss-Joﬁﬁéon
who could speak w1th authorlty "with regard to the. avallablllty of _
':and dates of publlcatlon of the Quarterly Reports" Wlth whlch we.
: are.here concerned,_eThat adm1551on'by Lawler Was even more explecitly'
Cooﬁinmed~byzMisS-Johnsomf as foLlowsm‘ | |
| "0 MlSS Johnson, you.endlcated under examlnatlon by
_ ME.. Marshall that a Mr. Lawler was your: superv1sor, is that.
._correct°
“ Yes.'

"Q Was Mr. Lawler adv1sed, or was he 1nvolved ln any of
- the -actual work of typlng of these reports7 '

“A-No;

_ ’"Q Was he 1nvolved in the prlntlng or the arrangements
for- prlntlng of any of these reports°

"2 No. '

"-"Q Was he 1nvolved in the distribution or. arranglng for
” dlstrlbutlon of any of ‘these reports° -

“A—Noxﬂ
"Q Thls.was your respon51b111£y°
| e"A.YesQ‘ 0. Ex. 22, p. 235}
That should dlspose of the quoted testlmony of Lawler and explaln
'why lt.was totally 1gnored 1h the Dlstrlct Court s dec1510n. |
: The only other testimony to be.con81dered is the stléulated

'testiﬁony.oﬁ;MLSS Johnson, on Which;the'Di;trict'couﬁt:musﬁrhavee |
-exclosively felie& in decia;ng.thetissue'of'pﬁblicatidn o£ D;.Ex;f;_*_g
_Let us’nbﬁ:fﬁrh to ﬁﬁeoﬁefts.of_that_unoontsadieted'ﬁesﬁimony;.which

fthe'Distriet;Court-epparently'overrdoked_but-had nofreasos to.question.'




'h 5;7Miés Johnson. made'it abundantiylclear that.the'éublications offiCenl
'..andLocal lerary Were one and the same, the operatlons of each uf:'
'supplementrng_the_operatiOns_of-the@other=1nImahing,reportS'arail—-
.ahlenot only'to persons within.the nniyersitf, but tofinterested
' PQ:ﬁQﬁS,QQﬁﬁide.the'uniEGISiﬁthQS well. 'Inzthat;regard,.she_
_ .'tes:t.if.i.e_'d..'_a.:s_ ; ;;Eol"iow.s' :. . | | | |
' "Q (By Mr. Kulle) Dla you frequently receive requests
from,persons within the UanEISlty and by- others for coples
S = = these reports°
:.WA_Yes;,

| e Andfwere_these-requesthrespondedstoiby:aelivery;,
'of.copieS-of repOrts to thepextent they:were’available?-’”

_ "A As long as, we were falrly sure that lt was a
-respon51b1e party maklng the request, ‘yes.

g " If T were to have come to your offlce and asked for
jthe report, would there be any restrlctlon on dellvery of
-.the report to me° . .

- '“A Probably not 1f you 1dent1f1ed yourself as an.
"attorney for a company, but . we did not, of ‘course, - allow
. them: for. undergraduate students, who- really ‘wanted. nothlng
'&a.;more than scratch paper.“[D Ex. 22, p. 201]

qSummarlzlng Miss. Johnson 8 detalled testlmony regardlng

the character-and fUnctlon of,the Local-Library, how it was.operated,

and whé used ‘it (D. Ex. 22, pp. 202r204),;the-LOcal‘Library-was_;

located about 200 to 300 feet down the hall from the publications

office, on the same floox}-reportsﬁfrom-universitysresearéh_groups.and,_

- from elseWhéreyin the oountry,.generally, were'available.in-thish
- library, where they'were stored in locked file cabinets which were.

-_opened‘ongrEqneSt'ofdinterested7parties_for;access to their contents;

'-_subject only to such precautlons agalnst loss, the contents of that.

h local llbrary were avallable generally to the publ1c durlng normal

-'bu51nessuhours;
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With regard te-the-time_that'reeorts became available ia '
’__the_ﬁécalmtibféty‘as iibtaty-fefefeaeeeJ;Miss:Johnson_firstﬁadee
- it cieax‘thatlreports_might not be.physiCally placed in_thet

: cablnet 1n that llbrary for a week or two: after belng recelved
from ‘the prlnter, dependlng upon the avallablllty of help to £ill
out.llbrary Cards-and mark thegdocumenteﬁwlth_a_recorded_llbrarg :'
number (D. Ex. 22, p. 204) : Howé\"rer, s.he' then inade it cl’éai— that

'reports could be obtalned from the publlcatlons office. ‘and from |

_herﬂas_libtariaﬁ of_tﬁe-Lo¢a1 ﬁ1braty-as éooﬁ as-they hae_been-t
'.'..re'eéix}éa. ,fr‘.om' _t=he;pr.inter3 (D.’-- Ex. .22", Pp. 204- 205) 'Thi'é,'. was

-emphaSLZed by repeated further questlons and answers. by MlSS Johnson

_ as follows: o B S . - e ﬂ,d_,f_——jzr

"0.And you previously indicated that when materials
“were delivered from the printer to. your office, they were
_'avallable for dlstrlbutlon on the date they were dellvered to
your off1ce° e :

"A Yes.

| - "Q With-the extra copies of this material that you had
‘printed, aﬁd'I'epeCifiCaIIY”refEr to Quarterly Report No., 2,
-would it have been available in your office for distribution
upon request on the date it was dellvered in your office?

"A Yes.a

- "Q If I had come. to your office on April 30th, the. date

. -indicated on that ‘reguisition document, and requested a. copy -
- of Report.No. 2, would I have been llkely to have Dbeen dellvered
a copy? ' : :

"A.Very likely.

_ ' “Q Would you ‘say then, Miss: Johnson, that Quarterly
Erigineering Report No. 2 was'available- in your office on
“April 30th, 1959 to the same ‘extent :as any other publlcatlon or .
. :report was avallable in your offlce elther as a 11brary reference :
" or ‘as- ah extra copy? : : :




e
“A To my knowledge, yes.

. "Q So that to thls extent, you would not dlstlngulsh
_ the: avallablllty of this Report No. 2 from any other 51m11ar
'_report then in your off;ce’ _ - :

"A No,‘ [D. Ex. 22,3pp.3236—2i7]

**%**#**#£-=

: B o Now, Mlss Johnson, haV1ng seen that document H—ll,

' I-again ask you whether in your opinion quarterly englneerlng :
report No. 2 was available in your office on April 30, 1959 -
to the same extent as any other publication or report was.
available in your office, either as a llbrary reference .or.

‘as an extra copy7f :

' A In my oplnlon, YEB . .

_ "Q Thls report, you wouldn t dlstlngulsh 1t then as. to
the avallablllty of ‘this report- No. 2 from any other 51mllar .
‘report then in your off:.ce'> '

"A No, T wouldn_t," [D. Ex. 22, p. 240]
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Q MlSS Johnson whether these documents were in brown
- wrappers, on the desk, on-a:shelf, on the floor, were they
available as a llbrary reference on the date ‘that they were
.frecelved in your offlce° - :
.'_V.'}A.Yes- o [D- _EX-' 2=2' p- 243] . . .
'TTheﬂstipuletetheStimonyfoftMies JohnSon reViewedwaboveais
~the - only probatlve ev1dence from whlch the DlStrlCt Court could
' have drawn a conclu51on as- to the avallablllty of Quarterly
Englneerlng Report No, 2 more- than a year before Isbell s flllng
datejormas to. the "nubl;c'nature".of;that avallablllty.' It:admrts"
"of{ho'poésib;e}conclusion other_than,that any;intereStedfperson B
:could3have-obtained a_1ibrary;copy_of;that;reﬁort for"reﬁerenceﬁor',

borering and would have been given an extra700py:esreerlyjask
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:Aprll 30 1959 merely for the asklng,_that both the llbrary in
questlon and the publlcatlons offlce as a source of free coples
‘WereSCOmmonly_used by_memberStof the publlcoas_well as_by_qnlversity
students1and-pereonnel;oahd'that, therefore%.the3reporthmust~be~.
deemed to have been available by April 30, 1959 to any interested -
: memberkof‘the~pohlic._. | ; : |

| 'Sincé_the_herehdeooeithof a.singlezoopyin éfiibtary,;
ﬁefen'a-ﬁéty'emell ot ahhighly-séecielized'librery" wae.achnOWleaged'

ehby the Dlstrlct Court to constltute publlcatlon" w1th1n the meanlng

.jof the Patent Act [C1t1ng Hamllton Laboratorles, Inc. v; Massenglll

. lll F, 2d 584 (Gth Clr. ‘940)],_the Dlstrlct Court clearly erred 1n--
-;holdlng that the avallablllty of the report in questlon in thls
'case'"was not suff1c1ently publlc in nature;_ Moreover, ln-thlgﬂ”.
‘hgasellgivergﬁayhoopies we;e%available'ftom a tecognizedeeouroe_

(the pﬁhlidations:offioe)ies-Wellheeoteferenoe.ot ioanoopieeebeihg

-available in thehLocal?Librafy.whichethat=officefmaintéinéd‘féﬁw@%&ﬁﬂ”

Since the library receipt date of a publication is the
controlling_date; not the datey when a publication is bound or indexed

by the_lihrary_fjohn Croseley.&-SonStv.‘Hogg,r83'FedL 488 (Cir.'Cta;]h

' D. .Mess., 1897 Gulllksen v.'Halberg V. Edgerton v. Scott 75 USPQ

252 (Pat Off Bd App., 1937)],_the Foundatlon defenoant is also
';clearly wrong in- assertlng that the report in questlon "was - not

avallable 'to the.publlcﬁprlorito 1t5'd;str1butlon—date, and that
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"it was neithér 'réceived' by a iibrary nor 'filed' in a library"
- béfdrestﬂeAgritigal_date.J;On-ﬁhéSéAauthéfities,aﬁd.théseMQitea in
defeﬁdant’s_p?iof brief (pp. li;l2),-it is;reépectfully sﬁbmitteﬁ
that.the Dist?ict_Court érred.in not finding the isbell pafent |
inVaiid because of pu?licatipn ofathe invention thereof.mofe-thap _

one year prior to the application for the'paténf. '






