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Dear Mr. Rines: ' ‘ ' g

Court of Appeals in the Blonder=
copy also to Mr. Blonder.

ya
&

I enclose a copy of the decjigion of the 7th Circuit
figue case, I have sent a
I understand he will see Bob in

Scotland nekt week.

RSP:iag

* Enclosure




3n tbe.
Wnited States Court of Appeals

For the Seventh Cieenit

SeprEMBER TERM, 1971 Aprw Sessiow, 1972

No. 71-1879 : Y Appeal from the

Ux Tios F . United States Dis-
Iiz?sm Or oIS FOURDA triet Court for the

- Plaintiff-Appellant, | Northern District .

- of Tllinois, Fastern

o V. Division.
BLoxops RfTONGUE LABORATORIES, 66 C 567
Iwc., Jorivs J, Horrmax,
Defendant-Appellee, | Judge:.

Arcuep Mav 16, 1972 — Drcwed Jury 25, 1972

-~ Before Durry and Castie, Senior Circuit Judges, and -

Famcano, Circuit Judge,

Per Curiam. This is an a}ﬁpeal from a judgment, on

remand from the Supreme Court, that plaintiff patent
owner is estopped, by a prior adjndication of invalidity,
from asserting the validity of its patent in this action.
The decision of the district court is reported,! and sets
forth the history of this litigation and the reasons, con-
- sistent with the decision of the Supreme Court,® for
- sustaining the defense of collateral estoppel.

1University of Il Found. v. Blonder-Tongue Lab, Ine, 334 FSupp.

47 (N.DILL., 1971).

2 Blonder-Tongue - v. University of Illinois Foundation, 402 US, 313
a). :

[

T




71-1879 2

We adopt the opinion of the dlStllCt court, addlng the
following ecomments:

On oral argument on appeal, pla,intiff stressed its claim
that although the courts which decided Winegard pur-
ported to employ Graham standards in deciding the subject
matter was obvious, they did so defectively. The defect

was said to be relianee upon the .proposition that the -

results achieved by Isbell, though unpredictable, were

achieved by logical e\ploratlon within known prmelples '
Review by the court which considers the plea of collateral
estoppel of the reasoning of the court which made the
prior adjudication would be inconsistent with the doectrine
- of collateral estoppel. There can be no question but that '
the Winegard courts did “grasp the technical subject
mafter and issues in suil.” Itven if those courts erred -
in the reasoning challenged by plaintiff, we are confident
that such error would not be a defeet of the magnitude
contemplated by the Supreme Court as a reason why the
court in the second action should deny the effect of -

estoppel to the earlier judgment.

Recent decisions of other courts are conSIStent with
the decision of the district court in this case.?®

~ The judgment appealed from is affirmed.

-A trune Copy:
Teste:

"Clerk: of the United States Court of
Appeals for the Seventh Circuit.

3 Bourns, Ine. et al. v. Allen Bra.clley Co., et al., No. 70 C 1992, ND.IIL
(Feb. 7, 1972); Blumeraft of Pittshurgh v. Archztecmml Art Mfg, Ine.,
337 F.Supp 853 (D. Kansas, 1972). 7

USCA 3921—The Scheffer Press, Inc., Chicago, Ilinois—7-25-72—200 .
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Hillanowa Law Review
VILLANOVA UNIVERSITY

VILLANOVA, PENNA. 19085 /@%‘J /?/

. February 11, 1972 e r90

RECEIVED

Robert H. Rines, Esquire

. . g & 1070
Rines & Rines FEB1 & or.
10 P.0. Square - Room lBlﬁINES AND RINES

Roston, Mass. 0210%0. 1en post orriot sQuARE, dastol

Dear Mr. Rines:

The Villanova Law Review is con-
sidering commenting on the case of
Blonder-Tongue v. University Foundation.

To help us determine the feasi-
bility of doing so we would appreciate
your forwarding to us a copy of your brief
and any supplementary material. or informa-
tion you feel is applicable.

_ Please be assured that all such
material will be promptly returned upon
completion of our research.

Respectfully yours,

_WQWW\

FD:M James Shellenberger
Research Editor
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March 9, 1972 .

RECEIVED /

MAR 13 157%
RINES AND RINES

4o. TEN POST OFFIGE SQUARE. ACTON

Mr. Robert H. Rines.

Rines and Rines

No. Ten Post Office Square
Boston, Massachusetts 02109

Dear Bob:

We have checked with the Clerk g the Court of
Appeals to try to determine when the Blonk er- -Tongue case
may be heard. We find that cases have presently been
scheduled through the month of April. The Court will be
in recess the first two weeks in May. The Blonder-Tongue
case is one of some one hundred which are waltlng to be
- get for hearing. It might be scheduled sometime in the
period from the last week of May through the middle.
of June. If it should not be heard at that time, it is

likely that it will be put over until the fall.

i

Very truly yours,
— .
&
Richard 8., Phillips -

RSP:iag

co: Mr. I. S. Blonder
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l'r%r Ben Tongue S

o Blondeerongue Laboratories, Inc.
. One-Jake Brown Road ' Sl
B 101d Bridge, New Jersey 08

YOU might be in erested'to knOWsthat folﬂﬁA:w

tfto file briefs and Just. 0
rullng of the Court that it*;g







fe LAW QOFFICES

P

AXEL A.HOFGREN TELEPHONE
ERNEST A WEGNER HOFGREN.WEGNER.ALLEN. STELLMAN & McCoRD

WILLIAM J. STELLMAN : FInanciaL &-1630
JOHN B. McCCRD ao NORTH WACKEH DRIVE AREA CODE 3i2
BRADFORD WILES -

JAMES C.WOOD

STANLEY C.DALTON CHICAGO ©60&06 JOHN REX ALLEN
RICHARD S. PHILLIPS 1245-1968

LLCYD W. MASON

TED E.KILLINGSWORTH
CHARLES L.ROWE

W. E. RECKTENWALD

DILLIS V. ALLEN April 3, 1972 .

WM. A VAN SANTEN
RONALD L.WANKE

Mr. Robert H. Rines RECE!VED

Rines and Rines e
No. Ten Post Office Square APRB 1572
Boston, Massachusetts - OZlORiN ESAND RIN ES

NO. TER PUST DEFIDE aQUARE, BISTON
Dear Bob: |

I assume you have the notice setting the
hearing before the Court of Appeals for Tuesday,
May 16. Can we make a hotel reservation for you?

B
T i e

Very truly yours,

Richard S. Phillips -

RSP:iag




%ﬁmim s‘ﬁf’?miw @z.nmct mf ﬁmpwlﬁ
- FOR THE SEVENTH CIRCUIT '
Chicago, Ilinois 60604

prg,:; -'t'[) RECEWED

B TR

-Chicago, Ma.rch' 31, 1972

'Gentlemen: APR 3 '? CpPRY
| RINES AND RINE INESHN RINES

‘1 .
wa, e post price sl g e T, T gl wheron

T T

.LNIVEL&SJ._L). OF ILLIRGIS FUUNUAL.LOI\I,_
Plaintiff and Counterclaim
Defendant~-Appellant,

CNsL
BLONDER-TONGUE LABORATORIES, INC.,
Defendant and Counterclalmant - 'Appellee,
: “and
JFD ELECTRONTCS CORPORATTON Bmmterclalrn Defendant—Annellee

has been set ror hearlnw on _ TUESDHY NMY 16, 1972

P '
at the Court Room of the United States Court of Appeals for the
Seventh Clrcult 219 South Daarborn Street ChlGugO

Court;convenes.at 9.3O A. M.
*‘ReSpéciiully}
KENNETH J. CARRICK,
| Clerk .

| NOTEE Oral argument is 11m1ted to ?O minutes for each side, pursuant to 5
" Rule 34{v) of the Federal Rules of Appellate Procedure effective
- July 1, 1968 and Circuit Rule ll(b), effective July 1, 1968 '

M#. Robert H, Rines, 10 Post 0ffice SqLare,_ Boston; Mass, - 02109
Mr, Richard S. Phillips, 20 N. Wacker, Chicago, Illirois 6C%06 o
Mr. Charles J. Merriam, Two First Natlonal Plaza, Chicago, TIllinois 60670 . -
Mr. Myron C. Cass, 105 West Adams, Chicago, Illinois R S
Mr. Jerome M. Berliner, 10 E. 40th Street, New York, N.Y.

o tor
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W. E.RECHKTENWALD

SVI:LASV:-NA;:ENNFEN ! .January 2 8 r 3‘ 97 2 '

RSNALD L. WANKE . ' MW

JOHN REX. ALLEN
ﬂ_,“-\sas 969

JANF 1 o7
CRINES ANG RINES

Mr. Robert H. Rines wno. 1EN rOST orrios BOVARE, SOsi0r
Rines and Rines

No. Ten Post Office Square
Boston, Masgachusetts 02109

RE: UIF v. BT v. JFD
Dear Bob:

* I enclose a copy of the Foundatien's brief
which was served on us this afterncon. Our reply is
due in 30 'days. February 27, however, is a Sunday
and the brief may be filed Monday, the 28th. We are
limited by the Federal Rules of Appellate Procedure
to 25 printed pages.

‘If you wish me to prepare the flrst draft,
please let me know promptly. :

I am sending copies to John Pearne and others -
who may be interested.

Very truly‘yours,,
- ; *
Y
Richard S. Phillips
RSP:iag
* Enclosure

cc: Mr. I. S. Blonder (%)




‘| SAMUEL OsTROL
PATENTS..
REL.ATED CAUSES

TELEPHONE
‘(2!2) 685 8470 :

- CAE!LE
OSTHOFABER NEW YOHK

Y Amp@llae o -'3",1:3?1@*%!3.3&
P ifm of i.:mw k- ";,_ﬁpyealf

me M. Berliner
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JOHN REX ALLEN
1945-1969

TED E.KILLINGSWORTH

CHARLES L.ROWE

W. E. RECKTENWALD

DILLIS V. ALLEN
WM. A VAN SANTEN
RONALD L.WANKE

March 17, 1972

RECEiVFQ
MAR 20 +

Ly
. NO. TeN pogr u,uﬂg_,f W
Mr. Robert H. Rines QUARE. go1y
Rines and Rines
No. Ten Post Office Square
Boston, Massachusetts 02109

Dear Bob:

I enclose a copy of a letter Merriam has written
the Clerk of the Court of Appeals. I see no reason for us
to write the Clerk and comment on it.

I have read the Foundation's brief several times
without coming to any firm conclusion regarding what they
are trying to say. Apparently a principal point they
will argue is that the Winegard decision was not "final"
at the time the Blonder- Tongue trial started. I think
the force of this argument is significantly reduced by the
Supreme Court's refusal of certiorari in Monsanto v. Dawson.

Very truly yours,

0.4

Richard S. Phillips

RSP:iag

Enclosure




CHARLES . MERRIAM

LAW OFFICES
OWEN J. MURERAY

witliam a marskall - MERRIAM, MARSHALL, SHAPIRO & KLOSE . ' vonalo £ ccan

JEROME B. KLOSE .
NORMAN M. SHAPIRO. ~ TWO FIRST NATIONAL PLAZA
BASIL P MANN B

© CLYDE v ERWIN; JR.
ALVIN D. SHULMAN ’ . C TELEPHONE :
EOWARD M. O'TOOLE ‘ .
ALLEN H.GERSTEIN

ijCJu/ms

Mr. Kénneth J. Carfick
- Clerk of the Court

NATE F. SCARPELL)

) ) CARL KUSTIN

CHICAGO, ILLINOIS S0O6870 . MICHAEL P, BUCKLO :
: : : : CARL E. MOORE, JR. -

ROBERT D. WEIST.

3I2- 346- 5750 L MICHAEL F. BORUN

TELEX 25-2856 : :

March 16, 1972

U.S. Court cf Appeals, 7th Circuit
219 South Dearborn Street

Chicago, Il¢¢nois GeG04

Fe:  Univers 1Lf of I1linois Tcunaatlon
vs,. Blonder-Tongue LuLOTaﬁOTLGS, Inc.
Mo, 71-18765

' De%r Mr. Carrick:

Yhen this case hBS orig 1nv1}y heard, the panel”

'”nas Judges Lu£¥y,_ Castle and ”alrchlld with Judce Fair- -
“child wr;tlng the opindion., This is to suggest to the

court the p0551b111ty that, if it is. consistent with court -

policy, there would be a saving of judicial time if the

same- panel were available to hear it the second tlue.

This is particularly rer;:nan lhere ‘since the

'_baCl”TOUﬂd facts are complex and the issue now presented:

may require some consideration by the panel of the relevant

.content of 1ts prev:ous decision, . The Suprene- Lotrt did

not in any way contradict this court' s reasoning but Lased
its decision on an issue not presented to this court and .
which involved a repudlatlon of tne Supreme Court's own

'prlor rullngs.

-Very truly,youfs,_

Charles‘J.]Merriam-'”

cer Rlchard S Ph1111ps, Esq.







Replylng to. your not celdf Fe_ﬁ :
.tayo will b ablektcﬁattend tt




.teiHP:js

B e TR— g e _ SN
R — P
. e e .. b
s ‘ 2/73
I . | L
UNITED STATES DisTrRICT COURT F
CENTRAL DISTRICT OF CALIFORNIA' SRR
UNITED STATES CoURT House T . o B . ‘
| R LOS ANGELES. CALIFORNIA 90012 ] /?@Ck_. =
" .HARRY PREGERSON = . ' _ ' f-";_‘f§59_ ST
. JuoGE . ‘ - ' ' C So o
; February 25, 1972 | ‘9{9?.-

RECEIVED

o | - INES AND S o
L Mr, Marvin H. Kleimg&m@ogomce 5Q5\£ENBE%§J: Martin R. Horn = oo
..+ Golove, Kleinberg & - pensley, Horn, Jubas & Lubitz“;-:
~‘Morgenstern .. (Suite 4153) - : Suite 500 :
. 6505 Wilshire Blvd. - '~ 1880 Century Park East -

" Los Angeles, Calif. 90048 . Los Angeles, Calif 90067

Case No. 71~2459-HP
" BLONDER-TONGUE ELECTRONICS

Lo IR ~ v. HOWARD MERCER dba MAcom‘I'n'd
“Gentlemen: .

I am engaged in rev1ew1ng certain pending cases on my calendar.'

I want to learn more of the factual bac¢kground and legal aﬁpectﬂ T”“

f of the above-entitled case and its present status. You are
therefore: requested to come to my Chambers for an lnformal o
‘_conference concernlng the above entitled action.

with the facts and the problems of law lnvolved in the case. .

-Among other things, I WiLL want to discuss the pObblulLLfy uF o

- settlement. Even if settlement negotiations are underway at thlS
“time, I will still expect you on. the above date for a report.
‘However, if the case is effectlvely settled as to-all partles,
please inform my secretary of  that fact and xour presence w1ll

"w.”‘not be requlred.

If any new attornejs enter thls case after the date of thlS 1etter

o The copference will be held on Warch 16 1972 at 9 3Q,A M ”Qj'“

.ﬁmwult is 1mportant that -the- attorney apoearlng be - fully acqualnted A

- by substitution or by the addition of new parties, it is the jOlnt fg

_ respon51b111ty of addressee counsel to notify such new counsel

© . in writing of the, ‘above hearlng date and time. L

Yours very truly, -

B —HARRE’PREGERSON - . - . =77 7T
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MCNENNY FARRINGTON PEARMNE & GORDON .
‘ 4BO TOWER EAST L
CLEVELAND okIo 44122

REQE\\I ED _ Marcha 1972.

?\ 1 0 \a“’ . . o D . i o o
R\ “ES EE\GESQUN\E' S IR

T oyo.TE

'_Richard S. Phillips; Esq. ' o
-,JHofgren, Wegner, Allen, Stellman & McCord o
20 North Wacker Drive

.Chioago, Illin01s 60606

LRéE_ University of Illinois Foundatlon v.
ik Blonder-Tongue Laboratories, Ino.--

= ) @ o)

oﬁDear Dick._'

o T have been slow in acknowledging receipt of ,
. the prlnted copy of Blonder-Tongue's appeal brief in the -
pending appeal in the above case. I have read it care-
- fully and believe. that a splendid job was done in focu51ng
attention on the issues that should be controlling and
. in dEVeloping those issues to support the position of
‘sf.Blonder—Tongue.

_ 1 shall lock forward to hearing further from
- you as the appeal proceeds and, of course, wish you and:
Bob the best of luck in brlnglno this matter to a success—
- ful, f£inal oonclu51on.* : S e '

_Sinoérely,

MCNENNY, FARRING ON, PEARNE & GORDON'

'_f JFP:jh¢f

Mr. ‘L, H. Finneburgh, Jr.
Robert H..Rines, Esq.
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BruMBaUGH, OGRAVES, DONOHUE & RAYMOND
' 20 Broan STREET

'NEW Yomrg, N'Y. 10004

GRANVILLE M, BRUMBAUGH ALLEN G. WEISE . ’ . ) ) TELEPHONE ZI2 344-5888

EBEN M. GRAVES
MARK N, DONOHUE
JOHN E.DUMARESQ
DANA M. RAYMOND
JOHN F. NEARY, JR,
JOHN W, BRUMBAUGH

RICHARD G. FULLER, JR.

JAMES N. BUCKNER
FRANK W, FORD, JR,
FREDERICK C. CARVER
GECRGE W. WHITNEY

WILLIAM A.VICTOR
EDWARD Y. FILARDI
JOHN A, ARTZ

RICHARD 5. CLARK
RICHARD G. BERKLEY
ROBERT A, SCHROEDER
THOMAS D. MacBLAIN

FRANCIS J. HONE . . CABLE CAMBRUFREE
WILLIAM F, EBERLE  ~ : TELEX 423148
JOSEPH D. GARON ’

ARTHUR S. TENSER

DONALD §. DOWBEN

RONALD B. HILDRETH

ALLAN H. BONNELL

GRANVILLE M. BRUMBAUGH, JR.

THOMAS R. NESBITT, JR:

ROBERT NEUNER

BRAGLEY B. GEIST .
PETER D. MURRAY
RICHARD C. GONOVER
WILLIAM A. GALLINA
KARL F. MILDE. JR,

R.CHARD:H FENNELLY | ;“% g; {,‘E, g ‘\;‘f g E} ._ No.vemb'er.' 3, 1.9__71 :

Nﬂv CRETA
Robert H ‘Rines, Esq. -
Messrs. Rines & Rines R | HNL}H!F“ES
10 Post Office Squarem>n&mﬂnHWEmmeawmm

Boston, Massaohusetts 02109

. Re:x Blonder-Tongue Panel
o © APLA - October 22, 1971

Dear Bob:

Charlotte has sent you, I understand the transcrlpt
of your openlng statement. - '

I am enc1031ng some comments which you mz.de durlng
the question period which you may like to take a 1ook at. Let

me know if you have any edltlng to suggest.

Charlotte Would like to have thlS materlal by the end
of this week or early next Week if p0551b1e.

Best regards.

Sincerely,

Enc p. 99-103
-108-109°
113-11k
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w"""’v

Mr. Robert H. Rines -
Rines and Rines -

No. Ten Post Office Square
Boston, Massachusetts 02109

RE: UIF v. B-T .
Dear Bob:

LR I enclose a copy of appellee's. brief in the
form I am delivering to the printer this afternocon. I
hope to have page proof next Tuesday or—Wednesday. If
you have. any suggestlons,‘call me. I will be out of
town Monday but should be in the office Tuesday.

Very truly yours,
Dl

Richard S. Phillips -

RSP:iag
Dk Enclosure. .

cc: Mr. I. S. Blonder (*)
Mr, J. F. Pearne .(*}

FlnanciaL 6-1630

JOHN REX ALLEN
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WILLIAM J. STELLMAN FINANCIAL S-1630
JOHN B.McCORD
BRADFORD WILES ] ) 20 NORTH WACKER DRIVE # AREA CODE 312
JAMES C.WOOD
STANLEY C.DALTON CRICAGO €C&808

RICHARD S. FHILLIPS

LLOYD W. MASON

TED E. KILLINGSWORTH o

CHARLES L _ROWE i

W. E. RECKTENWALD )
DILLIS V_ALLEN February 14, 1972 .
WM. A VAN SANTEN

RONALD L.WANKE :

RECENED

Mr. Robert H. RinR4NE

Rines and Rines po TERP
"~ No. Ten Post Office Square

Boston, Massachusetts - 02109

aat GFFIGE SQUARE:

Dear Bob:-

L I enclose a revision of the rather rough draft
I sent you last Friday. T am still not completely satis-
fied with the latter portion of the argument, but I don't
want to dlgnlfy some of the points raised by the Founda-
tion by making too much of them. The brief is due

""‘“W%-——-Eehru@_z__g_& If you can get me your comments by the end

' of the week, we should be able to have it completed

without the need for an extension of time.

Very truly yours,

>0

Richard S. Phillips

RSP:iag

* Enclosure




- time.

REPLY BRIEF

STATEMENT OF THE CASE

The statement of the case in Foundation's brief con-
tains two errors: -

(1) The decisions of the District_Court-fer the

Southetn District‘of'Iowa and the Court'of'Appeals for the
"Elghth Clrcult holdlng the: Isbell patent 'invalid were not

fllmlted to certaln clalms, but treated the patent as a whole.'

(Supp. App;_97 ‘and 77)

{(2) The Dlstrlct Court here held Foundatlon estopped

- to assert valldlty of the Isbell patent, rather than estopped

from enforCLng the patent

The dec1slon of the Supreme COurt_in this case

‘modified the 1936'decision,in Triplett v, Lowell and provided .

a presumptlve estoppel in favor of an-accused 1nfr1nger where:

a patent has been held invalid._ Section-IIIA_of the Supreme :

Court decision outlines the procedure'to be.folleWed _ First,.

_the defendant in support of a plea of estoppel should 1dent1fy

the 1ssue in suit as the identical question flnally dEClded

'nagalnst the patentee.1n‘prev1ous]lltlgatlon.. Then patentee must
'haveian'oPportuntty to rebut the presumptive estoppel by demon-.
“.strating:that-it~did'ndt;haVeh“'a‘fair opportunity procedurally,

‘substantively and'evidentially_td-pursue,his-Claim the.first -

The Court suggests_cettain in@ﬁiries appfopriate in -




pdetermining mhether:patentee had a full and fair.ohanoe.to

litigate validity in-the earlier case where the issue is one

-of nonobviousness, as it is here.

(a) Whether the: first validity determination
. purported to employ the standards B
announced in Graham V. John Deere CO.

(b) Whether the opinions 1ndlcate that the
prior case was one of the relatively
rare instances where the courts wholly

- failed to grasp the technlcal subject
matter and . issues.-

Ac) Whether,-w1thou, fault, patentee was de-
'prlved of crucial evrdence or witnesses
in the first lltlgatlon

The .Court's concludlng;admonition is that-the3decision-(Whether

'patentee had a full andIfair.chance'to'litigate-in‘the earlier

case) Wlll necessarlly rest on the trlal court' s sense of
justlce and- EqutY (Supp. App. 39-40)
The Supreme Court in Sectlon Iv of 1ts oplnlon re—

manded thls case w1th 1nstructlons that Blonder Tongue be

"'allowed to amend 1ts pleadlngs to assert estoppel that

Foundatlon be . permltted to amend ltS pleadlngs and to supple—

‘ment'the=record w1th any.eVLdence showing why estoppel_should

" not be imposed.

Thesge instructions_haveibeen followed.- Bldnder-iongue
filed'andamended'answer (Supp. 'App '6)-settinq'up an“affirmative.

defense of collateral estoppel based on the dec1510ns of the

Iowa Dlstrlct Court and the Court of Appeals “for the Elghth

- Clrcult, flndlng the Isbell patent 1nvalld for obv1ousness

: -#Supp. S oS o A Motlons for judgment were flled by both




parties. . (Supp. App 10, 11) The District Court (Supp App
12) fissued a memorandum maklng flndlngs that:

(1) Procedurally Foundation had a fair oppor-
tunity to pursue its claim in -Iowa and the
Bighth Circuit, specifically commentlng
on the convenience of the forum, incen- -
tive to litigate, identity of issues raised

~and decided, and opportunity to present
~all crucial evidence and witnesses.
(Supp. App. 14)

~(2)_'The de0151ons of the- Towa District Court

- and "‘the Eighth: Circuit Court of Appeals
reveal "a conscientious effort to apply

" the standards laid down in  Graham v. John
Deere Co., supra, and a careful evalua- -
tion of the issues.", and the difference
in conclusions reached regarding obvious-
ness "does not demonstrate that either ‘

- court 'wholly failed to grasp the technical
subject matter.'" = (Supp. App. 15}

(3) Foundation arguments that the cost of a
. retrial had already been incurred; the
Winegard decision was not final when the
.~ Blonder-Tongue trial was held; and defen-
- dant did not plead estoppel earlier, were
all based on facts before the Supreme
. Court and could not be asserted to defeat
“the estoppel (Supp App. 16)
- {4) * The Whole'Isbell patent was in issue in
- . the Iowa case and there held to be in-
valid. _(Supp App. 16) . :
The District Court concluded that FoundatiOn'had-not'shOWnrany
.reason why estoppel was 1mproper and entered judgment for .
'Blonder Tongue.. (Supp App.;l?) “
Foundatlon s statement of facts makes reference to
.facts in the record here relatlng to substantlve patent 1ssues

l”;These are not 1nvolved in the questlons to be con51dered under

*'the Supreme'Court mandate.




SUMMARY OF ARGUMENT

(1) The dec1srons of the Jowa. Dlstrlct Court and

_ the Elghth Clrcult Court of Appeals flnally de01ded ‘the: ques—r

'tlon of validity of the Isbell patent

(2) Foundatlon has not demonstrated that 1t was

_ deprlved of a full and fair chance to lltlgate the valldlty

of Isbell 1n Towa and the Eighth Clrcult.

ARGUMENT -

'The'inquiries prescribed?by-the mandate Of'the:'

hSupreme Court w1ll be considered in order

The issue here in questlon, valldlty of Isbell

_over-a defense of obv1ousness, is the 1dent1cal questlon

‘deClded in Wlnegard . In: the DlStrlCt Court, Judge Stephenson'f

found

", . . the disclosure of Isbell'e patent )
No. 3,210,767 is lacking in the prerequisite

. non- obv1ousness and, therefore, invalid."

_(supp. App. 97) R

- The Court of Appeals agreed,_

"We have examined the record and flnd that
. all claims must be denied, lacking nonobvious-
ness as a matter-of law ..;,."_ (Supp._App 77)

Foundation cbjects that olaims 6, 7 and: 8 were not in 1ssue,

”but”the objeCtion is. not snpported by the-reoord The'com-

plalnt alleged 1nfr1ngement of the patent (Supp. App 9 8).

f-and the answer asserted that the patent was null and v01d




'for fallure to satlsfy the requlrements of 35 U s. C -sectiohs7
f102 and 103* (Supp. App. 100): The only reference'ln.the;

. record_to clalms 6, 7 and 8 is Judge StephenSon’s comment__'

that
“All of the clalms except numbers 6, 7 and 8
are claimed to be lnfrlnged oWt (Supp
Rpp. 89) '

'Nelther Wrnegard decrsron is limited with respect to. specrflc
claims, but both concedes valldlty o'f the patent as a srngle j_'

'questlon;- In fact the Dlstrlot'Court_rncludedrclalmsh6, 7

and 8 wrth ‘the other clalms 'in'Appehdix A to its decision,

271 P Supp -423.. It does not appear that Foundatlon objected

to the scope of the judgments although it did ralse other ques—
tions whloh resulted in an_amendment.of the District Court

deoisiohfand a correction by the Court of Appeals of a_finding-“

by the District.court. (Supp;.App,:77, 78)  This Court should

not presume to. limit'the'judgmentﬂof the Eighth Circuit
The answer. in Wlnegard afflrmatlvely alleqed 1nvalldlty:
of Isbell- (Supp App. 100) It-seems Foundatlon would-not

questlon appllcablllty of the decision to claims 6 7 -and ‘8 had

. 35 U S. c. 103, flrst sentence, prov1des
"A patent may not be obtained though the invention is
not identically disclosed or described.as set forth in
section 102 of this title, 1if -the differences between
the sub]ect matter sought to be patented and the prioxr
art are such that the subject matter as a whole would
- have been obvious at the time. the invention was made. _
~to a person having ordinary skill 1n the art to which :
_said subject matter pertalns o : o -




the ahewer included a'ceunterclaim makihg"the'same allegatien.f
- To hold that'claims 6, 7 and 8 were not at issue in Wlnegard
would put form before substance | |
The 51tuatlon hwere is analogous to that where a
ceurtﬂfirst finds that there is no 1nfrlngement and then goes-.
- on to'determine_validity. This is a commOn_practrce endorsed-
7 and urged by the.SupreﬁeZCeurt.

"There has been a tendency among the lower
 Federal courts in infringement suits to
dispoge of -them where possible on the ground =
of non-infringement without going. into the
‘guestion of validity of the patent. . [citing
- cases]. It -has come to be recognized, however,
" that of the two questions, validity has the -
greater public importance [citing cases], and
the District Court in this case followed what
will usually be the better practice by 1nqu;Lr—~
"ing fully into the validity of -this patent.'
~.8inclair g. Carroll Co, v. Interchemical Corp,,__
' 325 GS 327, 89 L.Ed. 1644. : B

~Foundation. does not questlon that the deClSlOH rn Wlne;
gard%is final. - The 1mmater1allty of the relatlve tlmlng of the
Wlnegard and Blonder—Tongue dec1srons w1ll be dlscussed below. .

Foundatlon does not. suggest that the courts in Wlne—e

. gard did not purport to employ the 1nvest1gat10n and standards -

of: Graham v. John Deere Co not does 1t allege that it was-"

. deprlved of cru01al evidence or w1tnesses*

% pr, DuHamel testified at the Blonder-Tongue trial, but: -
" did notiat, the Winegard trial. Presumably his testimony
. tould have been presented at Wlnegard if Foundatlon had
'Z_deemed it desirable. R - . .

o e P o e




. Foundation -asserts onl§-that:
(a) The Iowa and Eighth Circuit Courts
: failed to grasp the technical subject
matter, ‘
(b) - The Iowa and Eighth Circuit courts
' failed to apply the correct standard
of 1nventlon :
in support of the contertion that it did not have:a full and
fair chance to litigate the Validity_of Isbell. The‘Supreme

Court suggested that imposition of the estoppel would be un-

- fair where

". . . the (prlor) opinions . . . indicate
that the prior case was one of those rela-
_tively rare instances where the courts '
wholly failed to grasp the technical sub-.
ject matter and issues in sult (Supp.
. App. 40) ' o

' '.Thls lS clearly a reference to cases of the character identi&hér
fled in footnote 22 (Supp App 38), where the courts frankly_'a
admltted uncertalnty |

‘"The court. below in recognltlon of its avowed
limitations rested its decision basically on -
 its evaluation of the relative credibility.of
opposing expert witnesses." Nyysgsonen v. '
Bendix Corporation, 342 F.2d 531 at 532

(Ca 1, 1965}). R T S

"It is an issue which we are altogether incom-
petent to decide upon the merits; even the
terminology is beyond our acqualntance, and -
what actually takes place in the tubes is in-
‘accessible except by its gross manifestations
—- indeed the very. elements themselves are in-

. dispute among  those who have made them their
1life study, as the merest smattering of modern
physics quickly discloses to a lay reader. _
While Congress sees fit to set before us tasks -
which are so much beyond our powers, suitors
must be content that we shall resort to the -




testlmony of experts, though -they are con-.~
cededly advocates with the inevitable bias

that advocacy engenders.” Harries v. Air
King Products Co., 183 F.2d 158 at 164

(CETZ, 19500 .

"I cannot stop without calling ‘attention to .-
the -extraordinary condition of the law which

“makes it possible for a man without any

-~ knowledge of even the rudiments of chemistry

to pass upon such guestions as these. The
inordinate expense. of time is the least of

‘the resulting evils,: for only a trained

chemist is really capable of passing. upon-

such facts,.. . »"  Parke-Davis & Co. v.
H. K. Mulford Co., 189 F. 95 at 115 (CC -SD
Y;fl9ll). o g C :

' The dec1srons in Wrnegard show no such fallure to
:graSP elther the technlcal subject matter or the issues in
.surt.: Rather, both 0plnlons (as w1th the DlStrlCt and Appellate

fgéourt'oéiniohs here)_lllustrate a remarkable understandlng of :
-a'difticult subjeot”matter Judge Stephenson analyzed the
'Isbell patent the prlor art and the dlfferences between them,'
land found the dlfferences to be obvrous to one skllled in the

ufart.- Judge Lay for the Court of Appeals 'did not perfunctorrly

: afflrm,_but repeated the 1nqu1r1es of Graham V. Qeerg and
,reached the same concluslon. 3

This Court ds not authorlzed by the Supreme Court

-:mandate to look 1nto the record of the Blonder Tongue trlal
(devo;. as_lt is of testlmony-ongbehalf of,BlondereTongue,gre;-

garding obﬁiouehess:of~Isbeli)'in determining whetherfthe‘oourte

'hln Wlnegard graSped the subject matter. and 1ssues._ The oplnlons -

'dthere demonstrate clearly a thorough understandlng of the sub—j

ject_matter_and-lssues._ Thls satlsfles the lnqulry suggested

_8_




'_by the Supreme Court.

The 1ssue is nelther a resolutlon of a-“dlsagreement“
' between the dec181ons of the Elghth and- Seventh Clrcults or:

for thlS ‘court to speculate whether the Elghth Circuit analyels

correctly applled Graham v. Deere. The questlon asked by'the

Supreme Court is whether the prlor decision "purported“'to employ

the standards of Graham V. Deere. The Foundatlon does_nct
.suggest thatwtheyjdld not, a readlnghof the.decleicne makes-
'1t clear that they did. and in'fact;lthe'Supreme1Court-sc
'found (Supp App l);' - o |

The Supreme. Court did not: mandate a comparlson of
:'Lthe legal standards of the Elghth and Seventh Clrcults and
the-Dlstrlct Court correctly lgnored Foundatlon S rnv1tatronl
‘tc'make.a'compariéon.. o

‘The Foundatlon complalns that estoppel here is 1n—*'
equltable, 1njust or 1mproper as (using Foundatlon =} numberlng)-

“(2) The Winegard decision was not flnal but

- on appeal. to the Elghth Circuit when the

Blonder Tongue trlal commenced

(4} The cost of the second trlal has already
been 1ncurred ' .

-:(5)_ The.parties proceededrin good faith'undergiz
© .- seemingly settled law and it would be in-
' ,‘equitable to impose -an estoppel;

(G}w'Blonder—Tongue did not raise ‘the estoppel
.. issue: prlor to . the Supreme Court- deClSlOH.

' The facts w1th respect to each of these p0lnts were

before the Supreme Court and were not con51dered by it to be




.material ‘The remand and mandate of the Supreme Court estab—
1lshed the law of the case w1th respect to these facts and
'the District Court correctly held that it could.not_evaaegthe h
mandate by holding that they defeat theﬁestoppel plea. |

"The power of a lower tribunal under a mandate
of reversal is not unlimited. Where such man-
‘date directs the entry of a specific judgment, .
the court below has no power to enter a dif-
‘ferent one, and where the reversing mandate -
specifies the further proceedings which shall.

" be taken below, or where it definitely limits
such proceedings, the power of' the lower court -
is restric¢ted accordingly." Cyclopedia of
Federal Procedure, Third Edition, 1965, Re-..
vised Volume 144, Section 69.39. ' '

: In-Cri9cuelo-v;ﬂUnited States} 250 F.2d3388 (1957) ,

the Court of Appeals for the Seventh Clrcult con51dered a Slml‘h
"-;lar;51tuatlonf. Contestlng an action on an insurance pollcy by
the-named beneflclary,'the deceased_s-w1dow ;ntroduced'ev1dence'
of'aﬁ-attempt on the bart=of-the'insured-to chahge_the bene-
ficiary and the_performanee'ef an affirmative'act.supporting
such intent. The trial court held-the:evideneedineﬁffieieht..

" and foundﬂfer_the named-heneficiary; The eOurt of-Appeals re-
-vereed'and remanded to‘allew the named‘beneficiary.te,present
eVLdence to overcome that presented by the WldOW.. No additiohal
eV1dence was: offered but the trlal court held: that it did not
”belleve~the~w1tnesses;whlch had been presented by the . w1dow,..'.
hfihdinggagadn.for thernamed benefLCLary.' The'court"of appeals .
'_reverﬁed again, JudgehLindlej‘sayihg- B | |

"As we have observed,; we remanded the cause for.=
- the 'sole purpose of allowrng plalntlff an

=10 -




opportunity to present evidence to overcome
that of the widow. Thus the court below, in
merely re-entering the order we had reversed,
misconstrued the mandate of this court. In
‘addition, by merely amending its findings to. -
justify its original decision, the district
court deviated from the law of ‘the case as
established by this court on the previous

- appeal; [citing cases]" 250 F.2d at 389.

Similarly; the Ninth'circuit_held in Hermann v. BroWnell,
- 274 ¥, 2a 842, 843 "(1960])-?.

" "When a case is appealed from thlS Court to -
the Supreme Court, this Court completely
loses: jurlsdlctlon of the cause,  Thereafter,
our jurisdiction can be rev1ved only upoh the -
mandate of the Supreme Court itself, and even
‘upon such: restoration, the Jurlsdlctlon‘of_ :
this Court is rigidly limited to those points,
‘and those points only, specifically consigned
to our ¢onsideration by the Supreme Court. =

- ."In the instant case, this Court is function-

ing under such a remand. ' Consequently,.our

jurisdiction isvstrictly limited to the Supreme

Court's mandate. That mandateé is our compass

and our gulde " ' ' S

We- need not speculate what effect may. be glven in the-
future to a prlor dec1510n whlch 1s on appeal at the tlme a.
subsequent trlal is about to begln This and related questlons
of docket.load and trlal schedullng will have to be worked out
on a case- by case basis. The Winegard decision.is final and
prOV1des an approprlate basis for an estoppel plea.

An overlap in the tlmlng of trlals and de0151ons was f

diSregarded_by the Flfth Clrcult'lnwremandlng'a case,for con-

'sideration'Of-an estoppel piea.;.Monsanto Company brought'two

7:“su1ts for 1nfr1ngement of a patent, one against Rohm - & Haas Co.

L in Pennsylvanla and the other agalnst Dawson Chemlcal Company




~Inc., et al in Texas. The Pennsylvania case was tried first

and resulted‘in a holding“that the'patent was inValid The

trlal in the Texas case was completed before the de0151on 1n o

Pennsylvanla, but the dec131on was rendered later, flndlng

.the patent valid. The ?exas court-commented that the Pennsyl-

vania decision was not res judicata and did not create an

estoppel. Both decisions were appealed and neither appeal has
yet been decided. The Blonder-Tongue decisioneWas announced

by theVSupreme Court following the -filing of briefs and the

_hearing'of oral. arguments in;the'Dawson case, The Fifth Cir-

cuit remanded the case to the District Court toallow .the

defendant'to deliVer an estoppelﬂplea and to‘afford plaintiff.'

‘an opportunity. to show reasons why estoppel should not be :
“allowed, in accordance with the procedure direoted by the"

..Supreme'Court in_Blonder-Tongue;p443 F.2d ‘1035. A petition'l.j

for-certiorari was'filed December 14, 1971..

- The facts in the Blumcraft de0151on (Supp App '103)

ldlstlngulsh that case from thls.~ There, the patent was flrst

held valld in the Court of Claims and later held 1nva11d in. -
the Thlrd Clrcult Court of Appeals The DlStrlCt Court of

Georgla merely said that it could not place more welght on l;

- one de0131on than the other in rullng on. the estoPpel plea.

A rehearlng has been requested ln thlS case. -Compare;the-

w

ldec1slon=of.the Kansas_Dlstrlct Court-lh Blumqraft'offPitts—.‘

"burgh v. Architectural Art Mfg. Inc;,het al dated Januarft?,

_dlz _;




1972- addendum page _*;__,.where estoppel was found in another
o actlon on the same patent

| | ' Foundatlon argues ln efrect, in support of p01nt (5),
rthat the. Supreme Court dec151on should apply only prospectlvely
and that BlondereTongue ehould_not be entltled to assert an
':eetoppei_sihce the second.trial,had alreadyhbeen'held.-_Such
a contentton'is'diréctlY'contrarytto the_Supreme Court ﬁahdate.
Which'directed'that BlonderfTonguefhe'permitted_to'aseert the
estoppel iFurthermore, if.the Supreme Court had intended“
such a result, it would have spec1flcally prov1ded that the
: mod1f1Catlon.of-Tr1plett should have only'a prospectlve effect,,
:The Court has followed- thlS procedure in other srtuatlons
where the retroactlve appllcatlon of a change 1n the . law

'mlght cause hardshlp See, for'example, England_v. Loulsiana-jﬁ

" State Board of Medlcal Examlners, 375;U.S. 411,_1964.37
Other courts, moreover, have had.no hesitancy in L
:applylng the changed law retroactlvely See Moheanto‘v

-Dawson,'supra, and Bourns Inc. et al v. Allen Bradley Company,f

et al, DC NC Ill., Feb. 7, 1972, Add.

CONCLUSION .

The dec1510n of . the DlStrlCt Court. flndlng that
'Foundatlon is estopped to assert Valldlty of the Isbell

- patent is correct and should be afflrmed.







....Q; J,_ 1n the questlons ‘to be con31dered under the Supreme Court
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REPLY BRIEF

~THE STATEMENT OF THE CASE

The statenent_of_the“caSe in_thg<FQundation'e hrief
'contains two'errdre. | | | |
: The dec181onsof the DlStrlCt Court for.the Southern_
7Dlstr1ct of Iowa and the Court of Appeals for the' Elghth Clrcult
.holdlng the Isbell patent 1nvla1d were; not llmlted to. certaln t'.
'cla;ms, but-treated-the patent;as a.whole.- (Supp.. App; |
.The:District Court hertheld the Foundation-estopped;;'

. to assert valldlty of the Isbell patent rather than estopped

from enforcmng 1t ' SR ;ﬁ; ' :
: #Mymﬁﬁﬁ d&zaeug : ' - & : Jiéfﬁﬁﬁ,
el ;he statement of facts makes leference to J'Z'acts'/,l o

——

s

gﬁff “relatinguto substantlve patent.Lssues; These.are'not'anOIVed:
;o

o

TN

T mandate.

.

The_deeiSion”Of-the Supreme Court modifies the 1936'h"

1decisicn:in'Triplett V.fLewell'and provides a Presumptive*

estoppel 1n favor of an accused- 1nfr1nger where a patent has-

- already been held 1nvalld Seetlon IIIA of the_Supreme~CourtJ};

~de01s;on,requ1res,flrst that a defendant in;suppOrteof a plea'




of estoppel should 1dent1fy the issue in suit as the 1dentlcal

questlon flnally de01ded agalnst the patentee in PreV1oug_;:*l“““

lltlgatlon  Then,patentee_must have an opportunlty tQ rebu£ :
.the‘presumptive*éstoppélfby'demonstraﬁihg-ihat3it did rot-
.:_héve "'a.fair,oppdrtuniﬁy préCeduraliy; substantivéiy and _ﬁ.
evidéntially to.preSue_his claim the.fifs;:time.'" .Theﬁéourtl  -
:Suggests:certaih inquiries”appropriate in determihihg'whethéf:
. g$kxk'paten£ee had a full and fair chance tb_litigate. |
‘ validi£y in the earlier case; where the issue is one of_non?
dbvioﬁsnessﬁ’as it ié heré; - |

| - {a) ;Whethei;théﬁfirét vélidity:determihétién_g

r purported to employ the standards

‘announced in?Graham v.-John'Deére‘Cd{'
(o) Whether the opiﬁions indicate tha£ thé‘
| Lprlor case was one:: of the relatlvely XRH
. courts
rare 1nstances where the EEKKKXK wholly
;”falled to grasp the technlcal subject L4
“gmatter and 1ssues “
{c) -Whether,.w1x ut fault, paténﬁeéwﬁaé-de?
prlved of c;uc1al ev1dence or w;tnesses in’
-the flrst_llt;gatlon.
 The éouft’élconéludin§'admonitidn that ﬁhe-dédision (Whéthérﬂ5* 
:patentee had a full 'and fair chance to lltlgate in the :

-earller case) will necessaryly rest on the trlal court’ s_

: sense-ofzjustlce and equltyf ,(Supp; App: 39e49),'




The_Supreme'Conrt in Section f& of itS“Opinion
remanded-this;oasg withpinstruotions that-Blonder#Tongeep'
‘ﬁbéfallowed.toIamend;its pleadinQS to aseertfestoppel, that
the Foundatlon be pormltted to amend its pleadlngs and .
SuPplement the record ‘with any ev;dence show1ng why estoppel

,should not-be 1mp05ed.

| ThlS procedure has been followed. - BlonderFTonéuer
'flled an amended answer: settlng up an afflrmatlve defense .2 ‘ f f:'a
of collateral estoppel based on ‘the dec151ons of the Towa" |
District Court and the court of Appeals for the Elghth
-Clrcult flndlng the Isbell patent 1nva11d for obv10usness
(SUPP APP %) Motlons for judgment were flled by both
eparties The Dsstrlct Court (Suppl App 12) lssued a
| memorandum maklnq flndlnqs that
| | (l)p;procedurally Foundatlon had a falr
-opportunlty to pursue its claim 1n
_ Iowa -and the Elghth Clrcult, spe01flcally
-commentlng on the convenlente of. the forum -
incentiVe to litigate,tidentity'oftlssues-.
...raised'and'decided,'and opportunitj to p:.
.ppreeent'ali;crncial.evidence and; .
“:pmitneseee L |
hf(2}.'The dec131ons of the Iowa Dlstrlcrt Court
'n'}f%pand the Elqhth CerUIt Court of Appeals reveal _ﬂ e

a conscmentlous effort to apply the'

,standards lald down in Graham v. -John Deere Co,f

-_supra, and a careful evaluatlon of the 1ssues




and the difference in conclusions reached regarding obvious-. -

hess (does noE;demonstréte.that either court 'wholly failed
to grasp fhe technical=Sdbject:matter.'"' (Supp. App. 15)
(3) The arguments ﬁhat.the COét,of a.retrial_ 
- had already béen'incurred} the Wihegafd |
decisions were'ndt finai when the Blonder-
'TOngue-trial was held; and defendanﬁ did.
: hot plead-est0pﬁel eariief-wére a;l baééd
on facts before the'éupreme:Courtﬂand
could not be aséertea tb défeat the_est¢PPel}f‘

(4)" The wholé Isbelilpatent was in issue in the

Iowa case and thetre held o be ihvalid.;




. SUMMARY OF ARGUMENT

. A1) Thé decisions'of’the'iOWa ﬁistrictxcourtwandf:ll
.the Elghth Circuit Court of Appeals flnally de01ded the ques~p
:tlon of. valldlty of - the Isbell patent | | | |

- .(2): Foundatlon has not demonstrated that 1t was'
| deprlved of a full and falr chance to lltlgate the valldlty

_hof Isbell in Iowa and thE“Elghth Clrcult\

ARGUMENT.

Thé:ihquirieshprescribed by'the*mahdate;oftthel
"Supremé Court Will-bercohsiderea ihﬁorder | | |
The issue here 1n questlon, valldlty of Isbell
“over a.defense of obv1ousness,lls the ldentlcal questlon de—'
cléed in Wlnegard Ih_theiDlstrlct Court, Juﬂge Stephensohe
- found “.f. : the dlsclosere°of:isbell's patent.No;.B 2l0-767
is: lacklng in the prerequlslte non obv1oUsness and therefore,ﬁf
flnvalld._' (Supp.-App 97) The Court of Appeals agreed

"We have examlned the record and flnd that all : o e

clalms must. be denled lacklng nonobv1ousness
as a matter of law Lo
- Foundatlon objects that clalms 6 7 and 8 eere not 1h 1ssue,

but the objectlon is not supported by the record The-complalnt

SR alleged 1nfr1ngement of the patent (Supp App 98) and the

'panswer asserted that the patent was null and v01d for fallure to

vsatlsfy the requlrements of 35 U S C. 102 and 103 the latter




of which is concerned with obviousness. The only reference

__sof.record?reéarding.claims76, 7 and 8 istudgetStephenSOn‘e_
acomnent,that all=c1ains'“except=6 7'and 8 arefclaimed to be”.
.infrinjed (Supp App 89 Nelther dec1sron 1s llmlted w1th
re5pect to the clalms but rather both treat valldlty of the'
patent as. a 51ngle questlon It does not appear that the.
Foundatlon objected to the scope of the judgments although

“i/g%& rt dld .raise other questlons Whlch resulted ln an amendment
of the DlStrlCt Court de01510n and & correctlon by the Court |
of Appeals of a finding by_the DlstrlctCCourt to use more ..
erecise language‘in distinguishingwbetween the log'periOdic
formula foriantenna design-and a method for.designing antennaee:‘:

(Supp. App 7 78}; ThlS court should not presume to llmlt |
the deC151on in. the Elghth Clrcult |
The answer. in Wlnegard alleged 1nvalld1ty _”It
: seeme there would be no questlon here: had the answer.

declaratory judgment counterclalm maklng the

‘same-allegatiOn : To hold the clalms-G, 7 and 8 ‘were in. Wlnegard
'.would put form before substance.' The 51tuatlon here is analOgous
:to that where a court flrst flnds that there 1s no 1nfr1ngement3-'
hﬁand then axksx goes on to determlne valldlty._ This- 15 a common
'f'practlce endorsed “and urged by the Supreme Court o
"There has been a tendency among: the lower Federal';;
ff_e~“.u :d,hcourts in rnfrlngement SUltS to dlspose of them- i
where p0551b1e on the grOund of non- 1nfr1ngement

. JWlthOut g01nq lnto the questlon of valldlty of _i

'the patent '[c1t1ng:cases] It has come to beffh
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:recognized; hoWever,'that of the two qdestiohs,.

' Validity has the greater puhlic importance,
_[citing.cases]”and the District Courtxin'thisg
case foilowed what will usually beathe'better
practice by_inquiring fully into the‘validity

of this patent." Sinclair & Carroll Co. v.

internhemical Corp. , 325 Us 33ﬁ2$327, 89 L.E4. 1644

Foundation does not question that the decision in
Winegard‘is frnal; - The immateriality in.the'presentrcase of the:.
relative timing .of the WinegardranddBlonder4Tongue decisions.
will be discuSSed-below.

Foundation does not suggest that the court s in Wlnegard

- did not purport to employ the lnvestlgatlon and standards of

_ Graham Vi JohnaDeere Co-- not does 1t suggest that it was

'deprlved of cruc1al ev1dence or wrtnesses although the testlmony

- of Dr, DuHamel was presented in BlonderATongue and not in. o

Wlnegard :Presumably‘thishtestimony cohld have been presehtedf
in the ‘earlier trlal 1f the Foundatlon had deemed it desrrable.
Foundatlon asserts only that .

-(a)..The Iowa and Elghth Clrcult Courts falled
- to ‘grasp the technlcal sub]ect matter,
= hfb)”'The Iowa and Elghth Clrcult courts falled to:
| ;apply the
'::ih7sﬁpport of the contention that it did hot

‘.hhave a full and falr chance to lltlgate the

':ifvalld;ty_of Isbell. The Supreme Court suggested




that imposition of the estoppel would be

_unfair_where L. the (pridr)IOPinions'
. . . indicate that the prior cawe was one
ofuthosérrelatively_fére.instaﬁdeS'where
the cogrté wholly failed toigrasp;the

“technical sdbjeét.a mattef'and

in'suit," This is clearly a reference to.

22 iSupgi,XSﬁggi_(Supp. App. 38), where the

~courts frankly admitted uncertainty:

“The court below in recognition of its
~avowad. limitations rested its decision .
basically on its evaluation of the re-

. lative credibility of. opposing expert
- witnesses.” .Hyyssonen v. Bendix Cor-
poration, 3 3427F.2d 531 at 533 {CcAa L l965)

"It is an issue which we are altogether
incompetent to decide upon the merits:
even the terminology is beyond our
acquaintance, and what actually takes .
place in the tubes is inaccessible ex-
- cept by its gross manifestations --
-indeed the very elements themselves .
are in dispute  among’ those Who have
made- them their 1ife study, as the marest_
smattering of modern phvblcs quickly dis--
closes to a lav reader, Wnile Congress
sees fit to set before us_tasks which are’
so much beyond our powesrs, suitorsz must.
"~ be content that we shall resort to the
| - testimony of experts,. though they ar :
Lo ' - .. concededly advocates with the 1nev1table B
; o bias that advocacy engendsars.™ Harries
- D v. Air King Products Co., 183 %.2d 158
- : o at 64 (Cca 2, 1950)., . ' . :

_ , .. "I cannot stop without ¢calling attention -
S to the extraordinary condition of the law
L S o i which makes it possible for a man without
; R ' . any knowledge of even the rudiments of
: ‘ - P e el 1¢._chemlstry to pass upon. such queatlons as
: - - .these, The 1nordlnate expense of time is
S U ;the least of the resulthg EVlla, for only

a. tralned chemist: is rﬂally cap&ble of
;passxng upoq such facts, ., " ." Parke- -
- Davis & Co. v. H, K. ! ulFord Co., 189 . F ‘g5
, at_ll5fTip‘SD ny,” 1911) :

cases of the character identified in footnote

O v itadilas. ) s Ve st




'f¥ suggested by the Supreme Court

The decisions in Winegard show no such failure -

hto'gresprither the technieal subject matterfor the.issueS~
:in'suitf. Rather, both oplnlons (as w1th the Dlstrlct Court
- and Appeal Court oplnlons here) illustrate a remarkable under—r.
standlng ofua'dlfflcult subject matter : Judge Stephenson
: analysed the Isbell patent, the prlor art the dlfferences
and found the dlfferenoes to be obVLous to one skllled in
the art.’ Judge Lay for the Court: of Appeals dld not . perfunce-'

torily_afflrm,.but-repeated the 1nqu1r1es;of Grahamqy. Deere

.and reached the same conclusions..

fThis.COurt is;not_authorized by the Supreme Court-

'hﬁmandate.to'iook into-the:reeord'in the second trialf(devoid

as 1t 15 of testlmony regardrng obvrousness of Isbell on.
:behalf of Blonder Tongue) in determlnlng whether the courts_
©odin Wlnegard grasped the subject matter -and 1ssues :The;
a.opinlons ‘mnst there demonstrate clearly a thorough understandlngF

lofﬂthe‘subject'matter and«rSsues.; This satlsfleS;the,lnqulry‘;'

The issue is nelther a resumptlon of a "dlsagreement“
twin: c1rcu1ts de0151ons or k- for this court to speculate whether

.Lthe Elghth Clrcult analysrs correctly applled Graham V. Deere

fﬁjThe questlon asked by the Supreme Court is. whether the prlor

de0151on “purported“ to employ the standards of Graham v Deere

| The Foundatlon does not sugqest that they dld notr a readlng of the

'decrsrons mades_ltvclear,thatﬂthey:dld and,rln;fact,:the

"'_Supremefcourt sOfcommended.(SuPP; APP. 21).




‘--The'Supreme'Court.did not mandate a comparison of

"thé legai.Standa;dsngf;ﬁhézﬁighth and'Seventh_Circuits;andlthé”

District Court here correétly ignored-queétions_of this_qharac—.

te_r;;.rai sed by.ﬁ'Foundati.oﬁ .




'-the court of appeals for the Seventh Clrcuit consldered a. Slml;.

-1ar s;tuatlon-' Contestxng an. actlon on an. 1nsurance Dollcv by ' ﬂ

- the named benefrcrary, the deceased s widow 1ntroduced ev1dence
:fﬁof an attempt on the part of the lnsured to change the bene—f_

'ii_ficrary and the perforﬂance of

The Foundatlon COmplalns that estoppel here is B
_1nequltab1e, lnjust oxr 1mproper as (usrng-Foundatloh 8
numbering) -
(2);'The Wiﬁegard_decision-was:not final, but
o on appeai to the Eighth Circuit when.thed.
'Blonder+Tongueltirla commenced;
(4)  The costfof-thezsecond trial has alread?
been incurreda |
(5) The partles proceeded in good falth under
seemlngly settled law and the Supreme
Court modificationfof/Tr;plett should not
berapplied retroaetrvely;
(6)_ Blonder—TOngue'didﬂnot rarsthhe-estopeel
lssue prlor to the Supreme Court decision.
The facts w1th respect to each of these p01nts were'
.before the Supreme Court and were not con81dered by 1t to be
material, - The remand and mandate of the Supreme Court establrshed
the law of the case with respect to these facts and the @1strlct
'Court correctly held that it could not- evade the mandate by holdlngs

that the,factors defeat the_estoppel plea. . =

"The pow=r.of a lower tribunal under a.
- mandate of reversal is not unlimited.
. _"Where such mandate directs the entry .
- o0f a specific judgment, the court below
““has no power to enter a different one, L :
" ‘and where the reversing, mandace'soe014-'-- e ;
- fies the further proccedings which shall :
‘be taken below, or where it definitely
limits such oroceealnrs, the power of
~ the lower court is restricted accord=-
‘ingly." Cvclopedia of Federal Procedure,
.. Third Edision, 1965, Revised volume 14&,,,. R
’,Sectlon 69.3%. .. . ‘ i

In Crlscuolo v. Unlted States, 250 F. 2a 388 (1957),-~.

-an. afflrmative act supportlnq
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,such 1ntent.

.ev1dence to overcome that presented-by-the Wldow-‘

- _.:_'." g.._slderatlon by tqn Supreme Court.

The. txlal court held the evmdence lnsuffiCLGnt

-ang £ound for the ndmed beneficmary. The court of appeals re-’

versed and remanded to allow the named beneflclary o preuent

-

No addltlonal-f-

evidence was offered, but the trial court held that itjdid not

believe the witneSSeslwhich had been presented by the widow,

.'flndlng agaln for the namud benefzcxary. " The qourt,of:agpealsfz;

"reversed agaln, Judge le&ley saylng

 “As we have observed, we remanded the cause.
“for the sole purpose of allowing plaintiff:

. an opportunity to present evidence to over—__.'
come that of the widow. Thus the court. .
below, in merely re-entering the order we

" had reversed, mlaconatrued the mandate of =

this court. . In addition, by merely amend—.ff

ing dits flndxngs o justify its original:.

: decmslon, the district éourt deviated from
“the law of the case as established by this’
court on the previous appeal;. [cmtlng cases}“
-250 F.2d at 339

Slmllarly,
274 F 24.. 842 843 (1960)

“When a case is anpealed from: thxs Court

~to the Supreme Court, this Court completely

-loses jurisdiction of the cause. There- =
after, our jurisdiction can bhe revived only

N - upon the mandate of the Suprem= Court it~

7 -~ self, and even upon such restoration, ‘the.
: ‘Jurisdiction of this Court is rigidly " '_
-+ 0 wlimited to those points, and those po;nta"
A - ~only, specifically consigned to dur con-.

:'(' ' .
“In the’ lnstant case, this Court is func~:"

' txonlng”under_such_a remand. Consequently, . o
our.jurisdiction is strictly 1limited tO'the o \

' Supreme Court’'s mandate.  That mandate lS S L Z
. - ouxr compass and our guide.,™ - o vﬁgwhﬁﬂ;;;gs-“

T

the Nlnth CerUlt neld 1n Hermann V. Bfownellt[




- held 1nvalld 1n the Thlrd Clrcult Court of Appeals he-;_g_._

T'Ct.actlon on the same: patent

1é'need{nOtHSPecﬁiate3uhatheffect-may'be'givenjlnhtheq
':f?ture td'&Cpfior.deCision~waich'is on a?Peal'ﬁt-the time:a.’7.
ﬁsuhSeQueﬁﬁ'trlal 1s ~about “J‘oegln _This ano related'Questionsg
Of_doékeﬁ_lﬁad and trial-sghedulinq.will_haue'to'be worked out-
on a cas;-qf case basis. ?ge.Winegard declsion is final and
".prov1des on approprlate ba ls for an estoppel plea In |

C'Monsanto chemlcal CO 9t~aj e Dawson Chemlcal Co. 'CA-S;

':June 8 1.71 1970 USPQ 19:, the Flfth ‘Circuit remanded a case
tWthh had been . brlefed and argued to the Dlstrlct Court for
:con51derdf10n of an eStoppfl plea Based ‘oh ‘a holdlnf of .
ulnvalldltj bY the DlStrlct r‘ourt for: the Eastern District. of p

PennsylVanla, an aPPeal to the Court of Appeals for the Thlrd
.iClrcult is- Stlll pendlng and a petltlon for. certlorarl has |
:‘been fllcd from the Flfth Clrcult decrslon.;h‘ B

| T The facts in the Blumcraft dec151on 01ted by
Foundation drstlngulsh that'caseufrom~th15', There,”the

patent was flrst held. valld 1n the Court of Clalms and later

.thstrlct Court Of Georgla merely said that he could not
:-;place moro welght on one dec1slon than the other in rullng

.pon the ewtOPPel plea. ‘A rehearlng has been requested in thls_:v

'.case;='COmpare the dEClSlon of " the Kansas ClStrlCt Court in
.f.Blumcraft V. Archltectural Art: Mfg I' ~ dated January Y 1972

.‘Caddendum page B _ .i where estoppel was. held proper in another

S
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 UNITED STATES DISTRICT COURT'"
RD" " NORTHERN DISTRICT OF ILLINdIS

amaa&a, WEGNER, :%E&N
"STELLNAN & Mceo

015 F&B
EASTERY DIVISION i
s . : @ﬁd
 BOURNS, INC., and MARLAN E. BOURNS, | ggéai &
o Plalntlffs RISy - oty
vs. - . : )- No. 70 C 1992
ALLEN-BRADLEY COMPANY, BECKMAN INSTRUMENTS )RE E;V E D
INC., THE BUNKER-RAMO CORPORATION, FAIRCHILD
CAMERA & INSTRUMENT CORP., TRW INC., and F?H’if -

WESTON INSTRUMENTS, INC. on behalf of
themselves and as representatlves of others
_51m11ar1v situated,

~Defendants.

|NL§ﬂN@R|NES

0, TEN POBI urrm mms, ﬂﬂﬁﬂin

DECISION and ORDER

"'This'cause-comes.bn to be'heard'eh motieh of the defen-
: dantsffor:sﬁmmary:judgment on the ground of‘collateral‘estoppel‘.:'

 under -Blonder-Toneue Laboratories,. Inc v, Untveroltf

Faﬁnda;io_r_i,"_éo'z 1.s. _"313',‘-._9'1 s.ct. 1434 (May 3, .1971).
court coﬁeludes'thattthe defeﬁdants Motlon should be granted
with the result that a flnal Judvment will be entered in. thelr -
favor. .The earller metlonstflled byjthe defendants are-thereby,
readeted.eﬁseiete | | |
The Complalnt”ln the case at bar was fllee on Aucust 11,
1970 by the owner. and 33510nee of Unlted States ?atent No.

2. 777 926 1ssued on January 19, 1957 Plalntlffs allece thatl-

&

- 51x corporate derendants, as representatlves of a class had

" been infringing their patent_for six years and Would_continue to:

 RECENVED
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do" so unless enjoined. Defendants answered sepafately'and

alleged that the patent was invalid for obviousness and for

-_ other reasons. - They also alleged that plaintiffs were estepped:.

 made in plaintiffs' brief, however, in light of the defenses |

-1ssue of materlal fact remains to be dec1ded and 1f not, Wheth-
-er the moving ﬁartles are.entitled to Judgment as a matter of
glaw.u Since plalntlffs dld not move to strike or to file a replv_
“to defendants afflrmatlve defenses of estoppel and res 1ud1cata

. thewpleadings do_not spell out=p1e1nt1ffs' position w;th respect

and barred from the instant action by'virtue of a final judg--

ment'entered‘against them by thernited-States-District Court

" for Nebraska in Bourns, Inc. and ‘Marlan E. Bourns v. Dale

Eiectronics Inc., 308 F.Supp. 501 (D.Neb. 1969).

- After the decision in Blonder-Tongue, supra, defendants

ifiied-amended anéwefs in which'they'alleged'further that
_plalntlffs had acquiesced in the Nebraska Judgment by volun-

tarlly dlSmlSSlng thelr appeal” to the United States Court of _

Appeals_for the Elghth Circuilt on"May 4, 1970, Defendants

. thereupon filed the instant motions for summary judgment which
'_-in substance are motions for judgment on the pleadings under

F.R. C P, 12(c)

The only questlon on such a motlon is whether a genulne

-

to these defenses. The court has considered the contentions




' suggested by the Supreme Court S dec151on 1n 1ts unanimous’

S'Blonder ~Tongue dec1sxon

DesplLe p0551b1e harshness on. occa51on there can be

.

| no doubt_that BlonderAToneue applies retroSpectively. Mon-~-

_QSFoundation.unexpeetedly.became bound by an e&veree_decisioﬁ of

saﬁto Co. V Dawson.Chemical Co., 443 F 2d 1035 (5th Cir. 1971),

petltlon For cert. flled No.71-787, 40 U.S.L. W 13356 (Dec 14,

0 1971). It is true that plalntlffs were not apprlsed of thlS
' particular decision when they abandoned their appeal to the
Eighth Circuit, but there were rumblings of it (cf. 402 U.S.

'313, 91 §.Ct. at p.1&53). 'Thefsameﬁuﬂfortunate‘turnrof'eveote-

70ccurred'in'Blonder-Tonguefwhenlthe’University of Illinois-

thefEighth Cirouit in.Universitv of T1linois Foundatﬁon V.

Wlnegard 402 F 2d 125 (1968), cert. den 394 U S 917

r'(1969) The Supreme Court could have softened the blow by

ruling only prospectlvely'ln-Blonder-Tongue - as 1t has done

“on several occasions. Cf England v. Louisiana Stete'Bd.~g§',

Med Exam ;375 u.s. 411 84 S.Ct. 461 (1964) But the court

no doubt felt that the publlc pollcy whlch it was enunc1atln0

in Blonder Tongue was suff1c1ent to Justlfy an all- embrac1ng_“

'dec151on.

';Plaiﬁtiffs.ergue that the adverse deeision by the fed-

L

'ﬁerelfcourt in Nebraska did not affect the entire patent but - .
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onif_ce:tain of its claims. This:argument”is'based_primarily _'

on that court's judgment order, entered after the decision

reported’at 308 F.Supp. 501, which reads in part: "Claims 1,

2,11,14,15,16 and 20 of United States Patent No. 2,777,926 are

invalid." The court then dismissed the ‘Amended Complaint "ith

prejudice" and sustained the Amended Counterclaim "to the extent

 'indicated.v The record in that case does not reveal whether the

parties thereafter treated the patent as invalid, but the court

'publishedfopinion'makes‘clear that_it found the entiré'péténta'

invalid. Among other things, the court's decision says with

" respect to Paténtho, 2,777,926: "... the '926 patent is held

to be invalid.!" 308 F.Supp. at 507.

The pleadings in thé"NébraSka suit-&emonstratelthat'both

the plaintiffs and the defendant were litigating the validity of

IS .

.the-ﬁatent, not“mérély_pért of‘it.:_ThéﬁAmended;Cémﬁlaint.alleged_ .

and that the;defendant-hadibeen_infringiﬁg.it_forfsix:yearsg

‘that the patent was ”duly.énd-regulqr1§ 1ssued" to-the.plaiﬁtiffs.

Plaintiffs sought an injunction, damages and attorneys fees "pur-

 suant to the_patgpt'laws-of_the United_States." Defendant in

its Amended Answer dehied-knowlédge_of'whether’ﬁhe'pétént wasr; 

';duIY"andfreguiarly iésued~and StatedJ"Plaintiffs are left“to-. 

’

"their_prqbfs,"‘ Defendant-also pleédéﬁ'affirmatiVe'defenses_aﬁd .

~ filed a counterclaim for declaratory judgment in which it alleged .

- that the patent was invalid by reason of anticipation, obviousness,
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and ‘other grounds going to the{entire patent. Nowhere in the

:pleédings are specific claims or parti31 inva1idity alléged,

Iﬁ the case at bar the Complaint,and Answers likewise go -

to the valldlty of the entlre patent ‘and - no mention is made'df N
speclf;cwclalms; Plalntlffs new contend that they are relylng
herein on Claims Nos. 3,4,6,7;12,19,21—and'22,-as_well as the

ones itemized by the Nebraska-jﬁdgment order. Plaintiffsf

 specification in the case at bar arises from their answers to

interrogatories when the defendants .inquired as to specific

claimS'which their particular'deviées:were allegedly ihfringing.'

Plalntlffs answered by listing most, if mnot all, 50f'the'27

| clalms in the1r patent (Supplemental Answer flled July 20 1971)

'but they have never amended their compl int to allege that -

they-were'relylng on the yalldlty of-those_cléims'not_sPeéifigd'

by the Nebraska court. We conclude that'the_Nebraska jﬁdgment-

.'orderais éxpléined bj the ‘same proCédures_as_explains~this:partif
cular defense. ralsed by the plalntlffs the court-was refeffing
. to the claAms alle&ed to be 1nfr1nved by a deFendant' pfqduct'

- but had nO'lntentlon of changing its dec151on_or 1nvalidity._‘_

- Blonder-Tonzue precludes us from relitigating this decision.

Even if Blonder-Tm gue is potentiallj'a bar to.the'entife

complalnt (as thlS court holds) plalntlffs seek to avall them-‘f
| selves of the exceptlons left open to them by the Supreme Court 's.

| dec1510n. Plalntlffs argue that the Nebraska court“falled‘to '
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- incentive tollitigate'to-a finish in the;Nebraska-suit They7

_ blame thls partly on the alleoedly myoplc v1ew of patents

. the enllghtened view of the Seventh Clrcult ThlS court need -
| not enter that debate. because the Supreme Court ltself dlscounts ‘f
- the argument' ch01ce of forum mllltates agalnst the Plalntlffs

-Who made the choice, albeit w1thout reallzatlon that they would

e

_ rellance on pre- blonde*-Touzue decisions when abandoning their -

‘appeal, that argument is contrary?tb-the holding of'that con- = -

‘grasp the issues of the controversy and in particular mis-

aépiied“Gfaham'z. John Deere & Co., 383'U.S;_1T(l966), The

Supreme Court cited this case as one example where a trial

.ceurt_might'have.completely failed to meet and decide the.

issues before it, therefore aborting estoppel. .Fremfan exam--

ination of the Nebraska court's decision, however, it not

‘only appears that the eourt cited and purported to follow

-_Graham g,iJohn'Deere_g;:Qg; (which is all the Supreme_Court__"

suggested it do), but also that the trial court'did'grasp-

' the issues . and render a full and falr oplnlon on the merlts.
HAny rev151on of that de0151on 1ay there or in the Court of

'-Appeals5 not;here,

_ Plaintiffs next argue that they-lacked the-requiSite

taken by the Elﬁhth Clrcuzt Coutt oF Appeals as compared w1th_

be univetsally bound by the-result;: As to plalnt;ffs 'alleged”_:
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't?olling,deoision whichzabrogeted the=priot=1aw;

"The.subsequent proceedings in the Blonder—Tonoue liti-

i. gation are instructive, as reported in Unlver51ty of IlllﬂOls” -

:- Foundationrg. Blonder;Tongue LaboratOries Inc,, 334 F. Supp 47
(N, D Iil 1951) (pendlng in the Seventh Clrcult Court of Appeals
No. 71 1829, Dec 6 19/1) Although Judge Hoffman in that case
'had 1n1tally upheld a. patent whlch had been prev1ously 1nvall-'e

.'dated by an Iowa federal court and althoach the Seventh Clrcult
- had afflrmed_Judge Hoffman s decision, upon remend'he applled~
the Supreme'Court's-deeision and-entered~semmary'judémeot tori-
,'the defendant on the basis of the Iowa court's prior Judgment of
| invalidlty. In d01ng so he rejected the argument that the second:

lfferert_ele ims than the flrst one _con81dered

0
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the etceptlons left open by the Supreme Court and found them ¥
unsatlsfled, ae thls.court does in the,case et bar,- ThlS result
.leincidentaliy, conformed to_thatareechediby the[EighthtCircuit_
"Coort'of;Appeele-which ﬁad”in'tﬂe meaﬁtime'affirmed_the Iowe-_
‘Plaintiffs attach a number'of affidavits'to theirtbrief |
to 'dem_ons'ttate a lack'of.':'oru.cial evidence a'ﬁd'wi._tn'esse‘s in.t.he
'NebreSkaelitiwation'allegedly'not.due:to the fault of the -
plaintiffs. What plalntlffS really argue is. that the attorneys‘
't(and plalntlffs) in the Vebraska law suit did not uncover all of

'vthe ex1st1n0 ev1dence durlng the seven years that the suit was

_.__,.4.71__
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' ﬁéndiﬁg;;_Much.of the informatioh_allegedlyeneﬁiy_diseovefed-h
.f;oﬁ therdefeodents in this eeuee was a.matfer'of publie fé~ ;'T
oord_or'Was otherwieekﬁown”to plaihﬁiffe,_and most if_noo.alid'”:”
of it Wasin‘existence:and_diseovereble during the'Nehfaske;'
1itigatioh;' If-plaintiffs:could demohsﬁ:ate_thaf the'pending_

.litigation Was.made_possible.hy new facts:orlchaoge of circum-
staﬁceé_ which did not ex_iet at the time of the trial_ in 1969,

theif ergﬁment onder this Poinﬁimight heve merit. _But as it ié;

ﬁ ;he,afgﬁﬁent merely'eeys thet:plaintiffs‘_ettorneye in thejoree_l_
sent suit believerthey eoﬁld'do hetter by-a seconddeffoft..'fo:
lltlgate thlS issue here would be a step backward toward trlel
by combat and is not what the Supreme Court intended,

Inthe L&St ana1y51s; the Supreme Court has told.toe

fdfederal Judges to dec1de questlons of collateral eetoppel in oo
patent cases on the ba81s of the tr1a1 court s sense of Justlce |

- and equlty (&02 u. S 313 91 s, Ct. at p 1445) . . The juStlceilh.~'\'?%

.thlS matter is pre- empted by the Blonder Tongue. dEClSlOn 1tse1f !

:htogether with the exceptlons mentlonedthereln and this court' ) f__.

d detefmlnatlon that the dec1510n is to be applled-retrospectlvely.
The equltles in thJ.s matter mllltate heav11yi against the plalntlffs..
They have'had;the benefit of thelr patent'since_1957. They have
flled several suits to enforce 1t all of Whlch were - settled

hbenef1CIa11y to the plaintlffs. They elected to flle yet en- _ Al

other SUlt in the Vebras ka federal court. They left that suxt




| penoingrfOr se#eﬁ years in a jurisdictioo Qﬁich hao ﬁo back¥
rlog.l lhey had.?mﬁle tiﬁe f@r nationwide discovery-and'takleg-_
'deposirion testlmony They went to trial and lost on the |
merits afteroa full andﬂfalr hearlng. They abandoned thelr
'appeal shortly before flllng the case at bar in, which- ‘they

-“hoped by a class action, to recover damages far in excess of'=

_.the million dollars or so sought in Nebraska - Thev had epjoyed :

the beneflts of a patent for almost thlrteen years before thelrs
| cooe-uppance. In the OPlnlon of thls_courtxthey hadjnotobeen.o
treated unfalrly by the law |
IT IS THEREFORE ORDERED ADJUDGED AND DECREED that
'defendant S Motlon for Summary Judgment 15 0ranted and " Judgment'
..1s'entered on the Co@plalnt ln favor of rhe defendants.r

'Enter:-

TR st 2 oween . L wame f s

(Ml g




GOLOVE KLEINBERG 8 MORGANSTERN:

" LEONARD' GOLOVE ATTORMEYS AT LAW

0. MARVIN HLKLEINBERG - © . oo : 6505 WILSHIRE BOULEVARD .=
" RICHARD MORGANSTERN = = 0 " L 0 LOS- ANGELES, CALIFORNLA 90048

OLIVE 3-5380.
' January 25, 1972

'Spensley, Horn, Jubas & Lubitz'

" .Attornevs. at Law _
~Suite 500 1880 Century Park East : RECE JED
" Los.Angeles, California 90067 JAhlz 7
; . ' 'w}

RENES AND RINE.S

"~ffAttention:” Martin'Rz'Hcrn' Esq. |

_ S Ve
' MACOM INDUSTRI ES
Your Flle No. P=2144

- ffDear Marty-

”'U":;;ReferénCe-- BLONDER—TONCUE ELECTROWICSND]m“HmTWH%5QM%JMEWN

4

©BATENT, CoPWRIGHT
' TRADEMARX CAUSES .

1 thlnk the enclosed w1ll be qatlsfactory for our Durposes.57f 1“
. If the Judge does not go along, I will file an immediate reply e
and-stipulation to your amendment of the pleadlnqs to add addlm”Aﬂ_

- tional referenceq,-

'5ﬁ*Please flle the copy w1th my attached envplope so’ that the Clerk

”~can return a conformed COPYV,.
'-Best perscnal regards,

e GOLOVE KLEINBERG & MORFANSTERN

Marvin H. Kleinberg -
“MaKenchr-
'-Enclosures

oo Rlnes & Rlnes_
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'BLONDER-TONGUE ELECTRONICS,

' as MACOM INDUSTRIES,

B ——
B R 7

'GOLOVE KLEINBERP & MORGANSTERN

Attorneys at Law
6505 Wilshire Boulevard, Suite 415
Los Angeles, California 90048
653-5380 R ',j L S
Attorneys for Plaintiff - R EC E i Vr’ g S
v : _ JANB {m?i
| RINESANDRINES

NO. TEN POST OFF10E SQUARE, BOSTON -

IN THE UNITED STATES DISTRICT COURT,

FOR THE CENTRAL DISTRICT OF CALIFORNIA

Plaintiff, Civil Action No, 71~2453-HP

. o . : STIPULATION
HOWARD MERCER, Doing Business . :

Defendant,

L A T W NI P W

IT Is HEREBY STIPULATED by and between the partles that'

- DEFENDANT, CROSS COMPLAINANT has learned of addltlonal prlor art

'-and that the nartles are. agreeable that the CROSS COMPLAINT

" may be amended to 1nc1ude such prior art

THE PARTIES FURTHER AGREE that PLAINTIFF shall for 30 days
from the f111ng of such amended CROSS COMPLAINT, have the rlght to

flle a responsive pleadlng and that PLAINTIFF need not flle a re-

ply at thls time in antlclpatlon of such an amﬁnded pleadlng.

Dater - i B .
- .-Marvin H, Kleinberg
‘Attorney for Plaintiff
by et e T e
bat -Martln R. Hbrn
L ' Attorney for Defendant
- APPROVED: g
Date: '’ e e

U. S. District Court Judge







AXEL A.HOFGREN

LAW QFFICES

s
;/_, e

ERNEST A WEGNER HOFGREN.WEGNER.ALLEN, STELLMAN & MCCORD TELERRONE
WILLIAM J_STELLMAN FINANCIAL 6-1630
JOKN B. McCORD 20 NORTH WACKER DRIVE AREA CODE 312

BRADFORD WILES
JAMES C.WOOD
STANLEY C.DALTON

RICHARD S. PHILLIPS

LLOYD W. MASON

CHICAGO §0606
JOHN REX ALLEN
1945-1862

TED E.KILLINGSWORTH

CHARLES L.ROWE
W. E.RECKTENWALD
DILLIS V. ALLEN
WM.ALVAN SANTEN
RONALD L.WANKE

November 22, 1971

RECEIVED
NGV 2 4 19/
RINES AND RINES

: WO. TEN POST OFFICE SQUARE, BCsTON
Mr. Robert H. Rines -

Rines. and Rines

No. Ten Post Office Square

Boston, Massachusetts = 02109

RE: UIF v. BT v. JFD
Dear Bob:

The record on appeal was to have been transmitted
from the District Court to the Court of Appeals today. How-
ever, the clerk has been unable to find some of the documents
and asked that the Foundation obtain a two week extension of
time. '

Apparently the Clerk of the Supreme Court has not :
yet acted on the disagreement between the Foundation and JFD
regarding allocation of the Supreme Court costs. As soon as -
this is settled, we will push ‘again for payment of the cost
awards to Blonder-Tongue.

Very truly yours,
Richard S. Phillips
RSP:iag

co: Mr. I. 8. Blonder




LAW OFFICES

AXEL A_HOFGREN

ERNEST A.WEGNER HOFGREN.WEGNER.ALLEN. STELLMAN & McCorp rErEmmon®

WILLIAM J. STELLMAN FINANCIAL G-1830

" JOHN B.McCORD . 5\
BRADFORD WILES 20 NORTH WACKER DRIVE \’j . AREA CODE 312
JAMES C.WOOD
SYANLEY C_DALTON . CHICAGO 50606 . ALl
RICHARD S. PHILLIPS . H JOHN REX ALLEN
LLOYD W. MASON H 19451962
TED E.KILLINGSWORTH . i
CHARLES L.ROWE E
W._E.RECKTENWALD i f‘ |
DILLIS V. ALLEN . F
WH. A VAN SANTEN December 3 r 19 7 I Tf

RONALD L.WANKE

RE

jma»‘.; n..

W!ﬁié’!
PR

R

g}

pei 61/
CRINES AND RINES

Mr. Robert H. RLnesg). fEN pUST OHFIGE SQUARE, BLSTON
Rines and Rines '
No. Ten Post Office Square

Boston, Massachusetts ~ 02109

o,
—

T

Dear Bob:

In case news of. d01ngs in Chicago doesn' t make the
Boston Globe, I thought you might be interested to know
that the Hon. Judge Hoffman has requested that he be
placed on genior status; and that Richard McClaren is
leaving the Justice Department to take his place. The
first story on the McClaren appointment "in the Chicago
Tribune suggested that many businessmen ‘had been concerned
with Mr. McClaren's antitrust activities and had been
urging Senator Percy to appoint him to the bench in order
to-get him out of the Justice Department.

T received some material from Mike Nacey, but have
not yet had a chance to dlgest it.

The Beverly Bank is on the far southwest side of
Chicago. I have some friends out that way who may be
able to help check on it. 1In the meantlme, 1'1]l see what
I can run down regardlng the big banks in the Loop.

Best wishes.

Very truly yours,
Richard S. Phillips -

RSP:iag
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LAW OFFICES //;,__,-"";
TELEPHONE

AXEL A.HOFGREN .
ERNEST A WEGNER HOFGREN.WEGNER.ALLEN. STELLMAN & McCORD CINANCIAL So1630
WILLIAM J_STELLMAMN AREA CODE 212
JOHN B. McCORD ZO NORTH WACKER DRIVE
BRACFORD WILES - B
JAMES C.WQOD
STANLEY C.DALTON CHICAGO 60806 JOHN REX ALLEN

RICHARD S.PHILLIPS roas 106D
LLOYD W. MASON

TED F.KILLINGSWORTH

CHARLES L. ROWE

W. E.RECKTENWALD .

DILLIS V- ALLEN January 18, 1972 .

WH_oOA_ VAN SANTEN ) R

RONALD L.WANKE :

RECEIVED
%Ngo‘;ﬂf'i
Mr. Robert H. Rines 3 AND %&?;@%N

Rines and Rines Mlﬁ“mﬁnﬁmﬁwu
No. Ten Post Office Square
Boston, Massachusetts 02109

Dear Bob:

* I enclose a copy of the supplemental appendix
which has been prepared and filed by the Foundation.
Both the complaint and answer 1n the Winegard case are
included.

They have also printed the Georgia District
Court decision in Blumcraft v. Kawneer. I do not belleve 
this decision has yet been officially reported.

I have started a collection of the estoppel
decisions from other courts. Any to which we wish to
refer can be printed as an appendix to our brief.

The Foundation's brief is presently due'

. February 1.
Very truly yours,
D g
Richard S. Phillips
RSP:iag

* Enclosure




AXELA_HOFGREN

LAW QFFICES

ERNEST A.WEGNER HOFGREN.WEGNER. ALLEN, STELLMAN & MCCORD TELEFHONS

WILLIAM J. STELLMAN
JOHN B. McCORD
BRADFORD WILES
JAMES C.WOQOD
STANLEY C.DALTON

. Flnanciac 6-1630

20 NORTH WACKER DRIVE AREA cORE 212

CHICAGO 606806

JOHN REX ALLEN

RICHARD S. PHILLIPS 1945-1869

LLOYD W. MASON

TED E.KILLINGSWORTH

CHARLES L.ROWE

W. E.RECKTENWALD

DILLIS W ALLEN
WHM.AVAN SANTEN
RONALD L.WANKE

January 10, 1972

RECEIVED

JAN1 2 1872
RINES ANDRINES

. teN POSY OFFICE SQUARE, BOSTON

Mr., Robert H. Rines

Rines and Rines

No. Ten Post Office Square

Boston, Massachusetts - 02109

Dear Bob: o l(ffaﬂﬁ&QJ

I enclose a copy #f a decision which Walt Wyss

'gave me. A District Court]agreed with the decision of

* .

Judge Hoffman in enforcing an estoppel even though all
of the claims had not been asserted in the earlier litiga-
tion.

Very truly yours,

.Richard S. Phillips

RSP:iag -
Enclosure |

cc: Mr. J. P. Pearne (%}




IN THE UNITED'sTATES Dl SWPRICT COURL

~ FOR TilE DISTRICT QF-KANSAS

BLUMCRAFT OF PITTSBURGH, T
- o . ‘Plaintiff,

Civil“Action
‘No. W-4037

Vs, -

RRCHITECTURAL‘ART MFrG., INC.,
and WENZEL W. -THOM, . o _
: Defendants.

OPINION AND. ORDER OF THE COURT
SUSTATNING DEFENDANTS' . MOTION
FOR SUMMARY JUDGMENT:

This-case.is preséntly before the Court on defendénts’
motlon for 5ummary judgment bas ed orlglnally on a'clalm of res
judlcata and estoppel as a result of a decrslon of Lhe Fourth

Circuit Court of Appeals holding plalntlfi‘s patenL81nvalld, and--

r-subscquonr actlon of the Unlted Srates Supleme Court denylng

_ certlorarl © See Blumcraft of Pztisburgh Vv Cztzzenufand Southern

ﬁatzonal Bank of South Carolzna, 407 ¥, 2d 557 (1969), cert;-den.}
395 U. S 961~(l969) Durlng the pendency of thls actlon, the
United States Supreme Court came down w1th a very cogent oplnlon
by Mr JthlCO Whlte and a much needed bulmar? in. Lhe patcnt ldwg
of thq country in thé case of Blonder Tongue Laborniortfo,.fﬂf
v, University nf ?i!7n01: Poundaf10n et aL 402. U, 313 2 L.Id,
éd )88, 91 03Ct._1434 (1921) | Dofcndant now placo LoLa] roll-_ '

ance on this case and- plqlntlif dl putos such a pDQ1L10n

o During'thc FgurL's Jgadrng nd 11,Lonzng Lo L

exteonded arguinents in 1h1r Cace hc hav bocomo famlllal \1Lh an
: . 3| s '

apparenti mnomnlv-in patent 1aw casas or a £3\ation of xlO\DOJdL

by counncél in’ JLA(h (,Ll 306 1(9:\1&105.5 “of wh.ft,c}'l' dide ().E Liu cunLJ,mw

prﬁy“i$'ruprenqntﬂd,'l.c;,-n_tdndunCy7tq3rési$t"uny'3u11nq




i -

Coul
i
W

S

cofl finality on either side as to definitive decision upon the

'leidity'of_tho patent. ~The learned pdtent cQunse1lon.thh siddsi

_cxhibitcd this eccontricity, but the position of plaintiff Has.

bcon marked by an 1lluQ1VanP9, ver;atlllty, or meLamorphoelq

-hazd to describe, but dlfferlng ana]ogougly in. mlnuto dcglee

from.a flshery blong;St' attempL to grasp a live cel in a]gdcd

waters.

" FACTS OF THE CASE

Phis case arises from the complaint filed in this'

Court on August 7 1968 by the plalntlff Blumcraft charainé

'Archltectural Art and Wenzcl W. Thom, its presldent and pr1nc1palu

stockholdel, w1th 1nfr1ng1ng plalntlff S, patents and seeklng both

1n3unct1ve rellef and damages.

'7P1ain£iff, é-legal entity as a.ﬁarthership,_is'the

_1egal owner and patentee of two patents de81gnated as Unlted
Statcs Letters Patent No. D-171, 963 a design paﬁentudated Aprll

¢2o, 1954, and-No. 2, 905, 445 a mechanibai'patentfdatéd.september |

22;<1959- for an 1nvcntlon in ornamental rall structures for use_7
in building'construction. It'hés its place.of buSlneSS"ln
Pittsburgh,'PennSyIvania.- Defendant is & chhlta, hansas, bésed.
co;p@fatioh; This appears to be at. least the thlrd legal
enéounter between theée partles ~"-actual or covert. Whlle bothsl
partles have mesL competent 1ocal counqcl in ‘this sult, the“

[

plthlpal aavcr alncs havo bcon Mr. James C. McConnonpf

‘that

'promlnont Phllade1ph1a p11Cﬂt flrm, for-thc plalntlfl,'ahd'Mr,”'
Warrqn.N. W1ll1amq of a plOMlnLnL Kansas Clty, Mis aouri'patenﬁ
_fjrm : Thc el Javycrf havo bocn 1ong cngaﬁcd in Loucho anid o

-ﬂ'countrr Loucho’over Lhn valldlty of “the patcnts 1n Lssue.

Iinoa case cntli]od h!umc;aft oj P?Lf burqh v.;Tﬁ"

, U:}.l_:('.-.ZL.!'.;L.[‘. Slokos ,__’ 3?? ]'.‘. 2 ﬂ 10] 4 (1 .H, 7_)‘ , or ].(_j _1..1<.1L1.nc_; bc fore Lh(, Cour L




ofﬁClajms in 1965, the Court of Claims held that the design
patont NO-. D-171,963 was_valid and'infringed bv~the United Gtates

by 1 tv use of ralllng otruLLUIOo in ccrtaln public bulldlngﬁ

constructed by the United'states, and for whlch BlUmcraft had not -
licensed their'use.”ePlaintiff claims that defendant, through its

.attoxneY'War;en'williams, secretly advised, coUnseIled and.

assisted the Department of Juvficeiin defending the-Court of -
Claime suit, and hence, defendant should be bound hcre by the

doc1510n in that case.

In the case of: Blumcraft Of Pitts burgh V. Citizérsef

'and_Southern NatmonaZ_Bank-of South Carolina, 286 F. Supp 488

(D;So.Car; May 23, 1968), it -was held that‘plaintiff‘s design

~patent No. D 171, 963 was. ve]:d and infringed, and that its

It
~.

'mechanical patent No.. 2, 905 445 was also valid and 1nfr1nced

———
e

-Theje rullng“ of. Lho trial court were reversed by Lhe Fourth

Cllbult Court" of Appcals in February, l969r and certlorarl was_

dcnaed by Lhc auplcmo Court in June, 1969, aS-ieferfed to;_suprai‘

in Lhe Court s 1ntroduci10n to this oplnlon. ~The essenCe of'the_
CerUlL s oplnlon was that both of plalntlff's patents were

invalid.

‘The 1n1t1al pOSltlon Laken by both of the present

partles to this gUlt was that on the basls alone of a prlor

¥

_adjudlcatxon of a patent s 1nva11d1Ly in one jud1c1al c1rcu1t -
. of the Unlted States dld not pleclude ltS contlnued ~and newi
_litigatlon_ln:the.other ecircuits under the-teachlng_of'TerZétt

‘v, Lowell, 297 U.S. 638 (1936), and the fallout from that opinion

Lhdt;unless the party_sbught'to be- bound ﬁy the certein patentf

_qult Judgmfnt wa;_e party defendant;inethe Suit7oa in po ltlow
o cwntrol Lho cours h'ef the 1itfgatioh, Lhough not a paltj, he -

-cou]d DOL bo bound hy it on Lhe basle of res judlgata or ¢s Loppol

hs3n'romultioﬁﬂth1£_uec1510nr £h1 Coull was pcr‘uadod Lo allOa




'O\thglVO dlaCOVCIY 1nLo Lhc machwnatlons and manvuvwrlng, of

LhO‘L pﬂlLlLa nnd Lho;r coun)ol 1n the uOULh quollna case.

while these procccdlnql wore Laklnq p]aco, Héond(r 70n7ur burst

upon the- legal accne, apparently Laklng all patcnt counsel by

surpriscy and certainly in thdt case, ellc1tlng oqulvocal po

:tlona by patent counsel for all adversarles

RULING OF THE COURT

' Blumcraft is here doomed and the decision must be

©against it for two very valid reasons, viz., (1) it is bound 

by its original claims and assertibns-as"tq_théfnature, char-

acter and participation of the parties here in the South Carolina

'_litigdtionL which assertions, for'plaintiff's own'gdod,-the;-

Court presumes to be true} {2)-and most importantly, it is bqund_.

by the holding of Banch—Tongue and its¥progeny.}“

THE ADMISSIONS AND/OR CONTLNTIONS
 OF “THE PARTIES AS TO THE PARTICI-

_PATION IN OR EFFECTIVENESS: or THE
- SOUTH CAROLINA SUILT '

The complalnt of plalntlff Blumcraft contalned, lnter

alia, thcse allegatlons

"14. Defendant ARCHITECTURAL :ART MFG., INC.
- participated in and controlled Lhe
“defense of the recent case of Biumcraft
of Pittsburgh v. Citizens & Southern
National Bank of South Carolina, et al,
. Civil Action No. 4168, in the District -
© o Court for the Western District of South
Carolina. A copy of the decision of.
the Court is attached hereto as Exhibit
YL : '

. L5, Defendant. APCHITJFTUPAL ART NFG., INC
H=J‘__partzcwpaied in:the control of the'_
L defense of the case of Blumcraft of

' ~.P11Lnnuzuh VS, Thw'HnTLnd States, 153

5.0 /“h {Ce.Cl. lUb]);. A Lopy of
tho deeinion of U Court is attached
11( reto s S il L I‘ s S :

e
BB e e




SLlen -

17, .

Judagment-n thoe aforesaid aclion in
- the District Court for the thtor"

District-of South Carclina ; binding
on the dof endant f\]{L Ix L‘I L’L‘UW\L ART

.MIG., INC.

JUdgmcnt in the aforesaid action in
the Court of Claims. is binding on Lhn_'

.deLendanL ARCHITFCTUR\L ART hlﬁ., itc.,

_In'their ansvier hﬁ"an, the defcndants madc, inter

.11'21. B

22,

alia, the follo&ing-allcgatlons:

The suit referred to in the. complaint

as Blumcraft of Pittsburgh v. Citizens
& Southern Maticnal Bank of South
Cavolina, et al, Civil Action No. 4168,

U.S. District Court for the Western

District of South Carolina, nOW‘pend-

“ing Appeal No. 17219 bﬂfore the U.S.
- Court of Appeals for the Fourth Clrcult,

once the issue of liability prcscnted
therein has ‘been finally adjudicated,

- will be res adjudicata as between and

binding upon both plaintiff and.defend-.
ant Architectural Art Mfg., .Inc. as to.
the question of validity of the patents
involved in this action and the’ ques-—
tion of infringement of said patents

by certain structure at one time made .

~and sold by defendant Architectural

Art Mfg., Inc. as its 'Clean-Line'
model railings; but such final adjudi-
cation has not yet occurred, wherefore
this action will be cont rolled and’ com-
pletely barred by res adjudicata if-

‘and when said patents arc flnally

adjudicated teo be invalid in the aforé*
said suit now pending on apoeal before

~the U.S, Court of Appeals for the
Fourth Circuit and will be controlled

and barred as to.the 'Clean-Line’ model

‘railings of defendant Architectural Art

Mfg., Inc. if and when said structures

are finally adjudicated not to infringe -

said patents in the aforesaid suit now. -
pending on appeal before the U.S. Court

of Appeals for the Fourth Circuit.

Although final adjudication of the

aforesaid sult will be binding upon

. both plaintiff and defendant Architeco-

Lural Art Mfg., Inc. on certain 1mport---

_ant and porolblv herein dJSpOmlLlVC

1JJyqu_n, sobt “forth. in Paragraph 21
of this Answer, and although defendant

'Arcnltnctural nrk Mfg., Inc. has and

5 contro]llnq tho -daefense of saild suit.

and: the appeal now pending tharein,

nejither of the defendants “in this. )
CTaction was' 2 party to said suit nor
”subjodtﬂto'anv Tiahj]i[j'thvloin'Lo'
plaintiff fov any. ddmng"-{hdl mlght

boe awanrdad 1.11(*3 e zn.




how each construed and undmr tood Lho deLlC1>utlon of ¢ and
W . ) ¥ & Lh (an

_Boutcfi v. Volk,‘ o. 6?4 ;aoc1dod Octobor 2? -1971 ;Ln*Lhcr '

 lt thuS:plaiﬁly‘appears from tho7ji}; ot the pnltlc:

—tho offoct thoroof in Lhc South Caro]:na lli]gﬂL]Oﬂ CThe Lourt”

CODSLLUC” Lho adm1551ons of both partlou lﬂ thlr p]eddiugs to

be. 1dgntlcal in languaqo, %coPQ and purport and accepts them
as’ blndlng stlpu]atlon of | fact except of courso,faﬁ to plaiﬁ4;_

tlff'é constructlon of the palthldelOn of defonddnts aud Lho

effect of the Court of Claims suit in Palagraphs 15 ‘and 17 of

its complalnt whlch is pliCeo in 1Ls proper perspcctlvo by

_Justlce White in: hls 1uc1d and long~needod oplnlon in B ondcr~

Tongu@. Thlo flndlng of the Court is further buttressod by Lhe[

fihding_of District Judge S;mons, of the federal court in South

Carolina, who states in his:opinion at pagé 450:

MArchitectural Art has controlled and
~conducted the defense of this suit but
is not a party to this action for the -
reasons stated in Lh:s Court's previous
ordcx.

{_FINALITY'OF BLONDER- TONGUE

R S

On May-3 1971 the Supreme Coult came doun “1Lh a

"hallmalk casc in the patcnt fleld in Biondcr—iongue Labv“atorzes, '
.-Inc; Unlveﬂolij of Illmnazs Eouﬂdatton, et al, supra | |
A calcful leadlng of that oplnlon reveals a crystal clcor hold-
'1ng Lhat a court dotelmlnatlon of patent invalidity W1ll perate.
‘as an es stoppel in a uubncquﬁnt gUlt by Lho same - patontov.agalnst
S dJ £fm entls drfrndant 50 long as the patancc, hac had- om full

and falr opportunlty'to llthaLo Lho nerits of hlS patont.” -

“.Judgo.Doyle, in tho recent Ton;h C11CU1L casv of

;ooelarifios some mnanpplchpnononu, of couns cl Jn OLhOl cak<s and

.p]d1nLlf

wawbnlllc ,t:tL(" o

s coun: o] in thls_caso, of Lho JmporL of 2!01 rp#;nnguc




- »

“The Blonder-Tongue opinien revicwed
with great carc the mutuality require-
ment as it had existed under the 1936
decision in Tviplett ve Lowell, 297 U.,S.

638, G642, 56 S.CtL 645, BO L.Ed. 949,

29 05PQ 1, 3 (193G). ler{cLi had con-

ditionced Lho plceca of res JUdlCaLd on |
there being total mutuality as to the .
Coparties. Thus, all partices involved

had to have been actual parties or privy
to actual parties in order for estoppel

by judgment to come into play. . The re-—.

sult was that a patentee whose patent
had been held invalid in one court was

free to pursue 1nf11ngement suits in

other districts in a quest for a judg—
ment of validity. Blonder-Tongue in

some degree btoppod this multlp11C1ty _
of’ actions in various districts and cir-
cuits by simply holding that adjudication
of invalidity of a patent following a

~full .and fair hearing in which the defend-.

er of the patent had an adequate opportun-
ity to present his case in support of val-

T idity would be final. The patentee aqalnst
“whom the judgment has been entered is

barred from-asserting in another action

that the_patent is valid."

Justice Whlte plnpOlnLS the type of suits 1n

estoppel is-a defense agalnst a patentee when he say5°

"Even conceding_the extreme intricacy of
some patent -cases, we should keep firmly

'in mind that we are considering the situa=~
- tion where the patentece was plaintiff in
~ the prior suit and chose to litigate at-
~ that time and place. Presumably he was .

prepared to litigate and to litigate to ‘the

finish against the defendant there involved.
Patent litigation characteristically pro-
ceeds with some deliberation and with the -
avenues for discovery available under the
present rulcs of procedure, there is no
reason to suppose that plaintiff patentces
would face either surprise or unusual dif-
ficulties in getting all relevant and prob-.

whidh 

ative ovidence hefore Lhc courL in the fqut -

]1L30at]0n.

T"Noroovmr,'we do not suggest, without lcg-

islative guidance, that a plea of estoppel.

by an infringoments or royalty sult defend~-.
“ank must avlomatlca¢1y he accqptad cnce, the
~defendant Jin support of his plea ide sntifies
S thoe issue in. suit-as the identical question

finally decided dgdlnﬁt the patentcoe or one

of his privies in previous litigation.

Rathory, tho potentec-plaintiff must be por-

dich ned: have o fair o;nwcrfttn11t.g procedunr-

suc hig clain ih{ Jllft LJmL"”

i bELod Lo demonstral e, “if he can, that hae

calily, sebslantivoely dand PVJdOHildlly Lo pur~'f 




Clo cly fol]owlng Lho ubovo }anguage, JU'LlC whitg‘
_c1our1y,cluc;dates-thc crltor;a for jud1c1al exammnatlon in
subsequent suits by or against a patentec who had sustained a

prior adjudication of the_pateﬁtfslinvaiidity;_

“"Datermining whether a patentec has had
a full and fair chance Lo litigate the
validity of his puLenL in an carlier! casec.
is of nccessity not a simple matter.. In
addition to the considerations of choice
of forum antd-inceéntive to- litigate men-
tioned ahove, ceriain other factors im-
. mediately emerge.  For example, if the-
- issue is non-obvicusness, appropriate-.. .
 inguiries would be whether the first val-
oidity determination purporLcd to employ
__the standards announced in Gragham v. John
"Decre Co., supra; whether the opinions
filed by the District Court and the re-
viewing court, if any, indicate that the
- prior case was one of those relatively
rare instances where the courts wholly
failed to grasp the technical subject mat-
ter and issues in suit; and whether with- -
out fault of his own the patentee was
deprived of crucial evidence or witnessecs
"in the first litigetion. But as so often
is the case, no one set of facts, 1o one _
collection of words oxr phrases, will pro- =
vide an automatic formula for proper rul-
- ings on estoppel pleas. In the end, deci-
_sion will necessarily rost on the trial
_}Courts sense of_juﬂtlce and equity. =

"We are not persuaded, therefore, that
fthe Triplett rule, as it was formulated,

is- essential to effectuate the purposes

of the patent system or is an 1ndlspensable'
orr even an effective- afeguard agalnst
-fathy trials and judgments.

*Oné fact indiSputably emerges which'plaintiff's counsel | -

1mlsbongtxucs 1n Lh01r stlong rellance on the Court of Clanms:
 caso,;and their ContenLJon thaL 1L is to be weaohtod hoavxer for
_ p1ajntiff since 1t was  the flru dLClSlon,.Or at.least be‘bal“
-anccd off amaLnst Lho use of the uOULh Carollna caqe agalnSL it.
Thls is the fact tlaL h?ordor TO?quc, as. ehpounded bi 1ts own.i
'E:_author and othvr jUGJCJl] Lommontq{ol on Jts offlcuuy, 1nhlud1ng=

_Judgo Dog]oﬁan Bou[cl! b..Volk, and Judcc Hoffman 1n applylng

'BZowJ-puTouqur on nomanu, dppilo" onTy to JuquDnt of 1nvn1;dwﬁl B

s-—_fnol; -tca_ jud_r_;mr,:nt:;; of: va]__,_n_rfll Ly Such an - })}”)]JL(ILJ on of




H(@”dty fgnquc horc cljmlndth thc Court of CJaer case dnd 

.Omphd:lzoﬁ the c;toppcl fdctor of'Lhe'Pourth Clrgult cuﬁp

unless 1L can bc said that-the Court of Claims case was ros

| judicata.' ObV1ou;ly, it was not -- since the claim of_plaintiff;'

is.only'that defendants‘-counsel Wiliiamﬁ advised, consorted
with, ahd'gave-aid and chfoft to'£he_Govérnmént'dttorncys —
and, it sﬁould be'nqted'thaﬁ £he Unitédfstates“waétthe séle
deféndant; |

All the pertinent facts are before this CoﬂrtPr@lative

to the scope;énd issuesrof'the South Carolina Case.  There} thié

plaintiff was the aggressor, the attacker, "choosing his own. -

_ forum'and-with'the incentiVe-to-litigaté."3'0ne of the principaly

_1qsues urged by defcndantc in. thaL sult was’ non obv1ousncss._a~

Pelusal of Lhe OpanOHS of both DlStrlCt Judge Snmons and Clrcult

‘Judge Butzner, 1ndlcate a famlllarlty with and appllcatlon of

the standards announced in Graham v. Deere, 383 U. S 1, to Lhe
evidence infthe éase. Thefavaiiable'reéords noWhere ihdiCatd  .

that thc patentee Blumcraft was . aeprlved elther of cruc1al evxu'

dence or,w1tnesses~1n the Dlstrlct_Court, nor was there a'clalm .

by plalntlff ihaL such a detrlment occurred : This'Court's-whélé

1mp1e551on from ehamlnlng the ex hlblts and recoxﬁin the.Sbuth'

Carpolina case 1is one of full proof and effort on both 51des, and’

coa studlcd and con51dcred conclu51on by Lhrec learncd 0110u1L L
_judng, w1th0ut lelPlon, of Lhe patcnts invalidity.. Thlv is
‘a far cry from. thc necessarj flndlng by thls Court LhdL clthor

-'court.ln the South Carollna_ca wholly falled to. gragp Lhc

technical subjccl matter."

PlaJntiff claJmf a ngnJJJCHHL dllf@lcnuu Cu15LS_

fbéEWan thO'lssues_and ,Cope of the SOULh CaLollna case and Lheuf
‘-i ,Ung and ,cdpo.of_thc.one_at-bar’ in Lhat Lhc muchanlgal paL—

S Cﬂi NO 2, SUJ 44), in this LiGL, haf all sxx Clalms-contested,."'
f g h : g

ol v T{ 2x3 orﬂy C ileil ,' one ‘..md Lin oo wm i .1I SPneng 4 South Carolina




v

in-addition tQ the design patent.f.Thih sort.of c]alm was put

at rest by Judge itloffman on'the remahd of: BZondcrnTQnguc, where - o

it was pointed out the judqment in the first court held the-whole:

patents invalid, even. Lhough all of ‘the clalme wero - noL contro~-"

verted in the lawsult. In the case at bar, when one examlnes

the opinions in the South Carolina case, both in the trial and

. appellate courts, the flnal judgments referlcd to Lhe vallc1ty

or_lnvalldlty of the whole patonts. Moreover, the 61 cussicn

by'the appellate-court of. the;obvmousness of plaintiff s mech~-'

anlcal patent 1nd1cates their reference and contemplatlon of 1t

as a whole as to ralls, pOatS, and the . clamp, bolts and notches

"for ho]dlng Lhem in place. No.separablllty or sav1ngs clause@

as to any clalms‘ls 1nd1cated'by the Fourth Circuit. The judg-

‘ment .of obviousneSS-must be deemed to relate to the_entire mech—

ahical-patept.

_ In s, Blumcraft'must lose here on the'basis of res

judicata, i. e., that the issues dec1ded 1n the prev10us llng&*Ff’

tion (the South Carollna case) were ldentlcal w1th the ones'
extant here, there was a flnal judgment agalnst it on the merltsg'ﬁ
1n the Pourth Cllcult, plalntlff is the party agalnst whom the

defense of res judlcata is asserted:bynthe defendants here,_and'

_defendanta were-in pr1v1ty with the ultlmate prevalllng partles

: in the South Carollna lltlgatlon.

-Hﬁlu p]alntlff muet lose on stlength of the holdlng

in Blonder;fongue'that 1t_1. eotopped in thas case- to aSSClL the: -

validity-of its patents which were prevlouelyfadjudged analld

in a case ,in which it'haé'a"fair aﬁd_fuil‘opﬁertuhity_te try;

out. the issuc of validitv.” It is hornbook law that an invalid

' -pétent'CaJnoL bo Jnfrnnged

In,accerdanee with tht enp10331nnﬂ, f:ndan and Jo al

Cendelunions of thoe fC)Kifg(ﬁiJlf{.()[)1]}JjDI]} - I()] l(nv 1ﬂ1&yt gsxlnunaziy




ﬂ' jud@mcbt bc;'and_the same-is hercby;'éntércd for-dofcndahts
% Axchitectural Art Mfg., Inc., and Wenzel W. Thom, against plain-
i '
; L]If ﬂlumclait of PlLL”buLgh, a partnership; and that the co*t‘
E of thlu agtlon be, and the same are hervby,-asSessed-agalnst.
[ the plaintiff. Nb eparatc additional journal entry of judgmont
Ny ‘
b Shdll be quUerd or is neceqsary horeln.,
; :
| IT IS5 50 ORDERED.
’ At Wichita, Kansas, this 7th day of January, 1972. .
A ‘;L/ /'\\' /‘ !
/ ————— [ 1'?«"”'1(\ (r Tn(\f.r
: Uni'_m! ._)LdtCS Dia trfc(- JL,.'..:““ »
“'%u-..\\\
x

ol
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GOLOVE KLEINBERG 8 MORGANSTERN

LEONARD GOLOVE . o é5o5i$;i§;§;?;g;i§;ARD. L PATENT,COPYRIGHT
MAR.VIN H. KLEINBERG . . e : ’ . ' : TRADEMARK CAUSES
RICHARD MORGANSTERN '~ - . LOS ANGELES, CALIFORNIA 90048" i _

. : ' R OLIVE 3-53380

 REC w E b )_:
|
RINtSANDRH\EES

NG TEN 5T GFHGE b@UARE, BOETON ‘

January 4, 1972

Robert H. Rlneq, Esq.

‘Rines and Rines o
10 Post Office Sguare =
e Boston, Massachusetts 02109

4'Dear Bob-75
I am enc1051nq herewith a- draft of a reply to the Counter
claim which I will sign and file prior to January l7th, un-
1ess I recelve 1nstructlons to the contrary.

'Best w1shes For the new Vear.-'

' GOLOVF KLEINBERG AND MOR(‘ANSTERN

Marvin H, Kleinberg
_MHK:HCh 

" Enclosure
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| GOLOVE, KLEINBERG & MORGANSTERN

Attornevs at Law
6505 Wilshire Boulevard
Los Angeles, California 90048

653-5380

Attornevs for Plaintiff

bos
IN THE UNITED STATES DISTRICT COURT . ,g?'
FOR THE CENTRAL DISTRICT OF CALIFORNIA |
VBLONDER-TONGUE_ELECTRON;CS, )
‘Plaintiff, ; Civil Action No, 71=2459~HP
vs. ; REPLY TO COUNTERCLAIM
HOWARD MﬁRCER, Doing.Business ; |
‘As MACOM INDUSTRIES, )
Dafandant, ;
........ perensEnt
PLAINTIFF, BLONDER TONGUE ELECTRONICS, by its attorneys,
GOLOVE, KLEINBERG &.MORGAﬁsTERﬁ, as and for a reply to the SR

counterclaim filed.by défendant, HOWARDIEERCER; alleges:as
follows:. | | | J
l.-lPLAINTIFF admiﬁs the allegations set_forth‘in Paragraphs
1 throuqhu4; inélusiva, of:the couﬁtérclaiﬁ. . o
2, PLAINTIFF-denies_the allegations set forth,in Paragraphs.
5 thréﬁgh 9,_iﬁciusive, of the counterclaimn, | |

WHEREFORE, PLAINTIFF demands the relief sought in the

‘complaint herein, and that defendant be denied any relief what-

scaver upon his counterclaim,

GOLOVE, KLEINBERG & MORGANSTERN

by

TATVIA 1ls KISLNDETq

T e — e
— z
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Do
- m»

“0f Counsel:

ROBERT".11,. RINES

DAVID RINES

RINES AND RINES

10 Post 0Office Square
Boston, Massachusetts 12109
(617) HU, 2-3289

e R0 TR . et i i A AL e e

T T T




NO. TEN POST OFFIGE SQUARE, BOSTON
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i TH A A Wi H Sdr

RERSAN 2140 ik @T GHEE D QW hitis &Hfﬂ
For the Seventh Cll‘Cul'L

JAN 6 ~ Chieago, Illinois 60604
RINES AND RINES

'”'Q;

s
i

- - SN HOFGREN T \WEGNER, ALLER,
-~ . o JANURRY 3 "19%13— Sﬁﬁm&w&&ﬁkﬁom

_ Before
Hon. wrrpoe F, PEIL, . JR, C1rcu.L Judge

‘Hon.
Hon.
thv RSITY OF TLLINOTS FCUND&TTUN,_ v -
© Plaintiff and Counterclaim | Appzal from the United:
Defendant-Appellant R States District Couxt fox .
No. 71—1879.". Vs, o Co 0 pThe Worthern District of

: : . P Tllincig, EBastern Divigion-
. BLONDER-TONGUR %BORﬁT:RiES,'INC,, ' B

 Defendant-' and Counterclaimant-. - 1
~ Appellee, . - '

Lo . oand _
-"JFD‘ELEGTRONICS-CORPSRﬂT*CJ,; , _ _
counterclaim Defendant-Appellee - - L R

on con51d ration of the motion of counsel for plaintiff-

b - T
Appellant,

~ IT IS ORDFRED that leave he granted £o Gongide ex the apbendlh
_preVLously filed in this Court in Appeal No. 1715 appendix to:
brief for- DcLenaan; and Cgunberglalwanrnﬂppellant) as an Appendlx
.1n this aopeal

~ IT.1s FURTHER. OQDSRED_that_léavé be granted to Plaintiff-

Appzllant to file an additional supplemental appandix on or
“before the date when Pl alnblFfunbnellant s br:ev ‘is flled Wlth
'F_thlq Court, ‘- ol

PRI NI——9.16.85.1GH. 5945
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\c\e
'iﬁmim %m?ﬁ @mﬁsi ﬂf Agzm&[a

~ For the Seventh Cn-cmt ' E C E
| Chlc_ag.o, Ilinois 60604 - BEC?J Lo
DECFMBER 28 19 7’1 - uo.xm FGST‘GFF!GF. squmr b
e - }3efore o , - B
" Hon. ROBERT A. SPRECHER Circulu Judge"O“__
Hon,
. UNIVERSITY OF ITIINOIS FOUNDATION,
P . Plaintiff and Counterclaim )
B Defendant-Appellant, ‘Appeal from the United
: - : : States Distriet Court for ]
No. 71 18?9 Vs, * the Northern District of |

Defendant and Countercla¢manb— : T2 ST
Appe1lee,

and '
JFD ELFOTRONICS CORPORATION,
Counterclalm Defendant-ADpellee.

_ . On con31dewatlon'of the motion and affidavit of
counsel for plaintiff-appeilant, University of Illinois
Foundation, coupsel for de;endant appellee hav1ng no obJecclons
.thereto,
IT IS ORDERED that the tlme for filing p¢alﬁtl¢¢-_ :
ignellant‘c brlef be extendcd Lo and 1ncludlng ﬁegggggg_iép
T2 _ .

_—

FBI W80, 3 A4S
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CHARLES J. MEBRIAM

CWEILLIAM A. MARSHALL
JEROME B. KLOSE

© NORMAN M. SHAPIRO

BASIL P. MANN

T CLYDE v ERWIN, JR..

TALVIN D, SHULMAN:

I .
[ ) EDWARD M. O'TOOLE
: ALLEN H.GERSTEIN

‘Mr. E. Robert Seaver, Clerk
Supreme Court of the United States
_Washington, D. C.

‘may:

" Dear Hr.

LAW OFFICES

MERRIAM, MARSHALL, SHAPIRO & KLOSE

TWO FIRST NATIONAL PLAZA

OWEN J. MURRAY
DONALD. E. EGAN
NATE F. SCARPELLI
CARL KUSTIN
MICHAEL P BUCKLO
caRL E. MOORE, JR.,
ROBERT D. WEIST
MICHAEL F, BORUN

CHICAGO, ILLINOIS 6G670

TELEPHONE
32346~ 5750
© TELEX 25-3856G .

hi_&m'r“i ff‘
f"l?lﬂil U

HORGREN, Wa Nna, AUEN,
smuaiaw & MeCORD |

.. December 16, 1971

20543

Res Blonder—Tongue Laboratories;. hnc. Ve

University of Illinois. Foundation et al
No. 338 chober Term, 1970

Seaver:

After receiving a copy of your letter of December
-14 to Mr. Phillips, I checked my previous correspondencea
with you and determined that throuvgh an inadvertent error
‘a certain confusion ﬁas buen 1njectea into the matter of
costs in this case., :

: My letter of October 18, 1571 was occasioned by _
Mr. Berliner's letter of October 13, in which he suggested’
that his c¢lient JFD should not pay any portion of the costs. .
My letter of October 18 was intended to set cut our oppo-
sition to Mr. Berliner's proposal. Unfortunately, however,
my lettexr confused the partles in‘the case. I intended to:

’We also believe thls (apportionment of

- costs] to be proper, but do not agres

that JFD should not bear its share. The
costs awarded to Blonder-Tongue were no

‘more intimately associated with the issues:

involving the Foundation than they were to

_the issues directly concerning JFD. “Ac=-
“eordingly, it is suggested-:that an equal
" @division of the costs between the Founda-
tion and JFD should be ordered."” :




My, E. prert'Seaver'
- December 16, 1971

Page Two ' _ S |

My - letter was. not ‘an. offer on bahalf of the Founda-

tion to'pay all of the award of costs, but rather a suggestion’

that the payment should be in accordance with the oxrder of
the court, i.e., Jointly. You apparently-agrQE‘that'joiﬁt
payment of cogts was Qr&pred. Ag. I understand the situation
as it now exists, each of the Foundation and JFD must pay
cne~half of the award of costs. Any cother aoportlonment
would require that the- Court‘“ order be rev1sed. _

Very truly -yours ’

Basil P. HMann -

BPM/kd

cc: Richard S. Phillips, Esq.
Jerome M. Berliner, Esq.




AXEL A.HOFGREN

WILLTAM J. STELLMAN
JOHMN B. McCORD

LAW CFFICES

ERNEST A WEGNER HOFGREN.WEGNER.ALLEN, STELLMAN & MCCoORD e
20 NORTH. WACKER DRIVE . AREA CODE 312

BRADFORD WILES
JAMES C.WOOD
STAMLEY €. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASON
TED E.KILLINGSWORTH
CHARLES L.ROWE

W. E.RECKTENWALD'
DILLIS V. ALLEN

Wi, ALVAN SANTEN °
RONALD L.WANKE

Mr. Robert H. Rines
Rines and Rines

CHICAGO 80606
JOHN REX ALLEN

1945 - 1968

December 17, 1971

AN AURE R
IMES anp RINES
FEN #Oui Drfite aagui sk, BUSTON

No. Ten Post Office Square
Boston, Massachusetts - 02109

Dear Bob:

B-T v. UIF

I enclose a copy of an Order from the
Court of Appeals directing that we answer the
Foundation's Motion regarding the appendix on
or before Monday, December 27.

Call me if you have any objections to the
procedure requested by the Foundation.

RSP:cm
Encls.

Very truly yours,

>

Rich&rd S. Phillips




LAW OFFICES

AXEL A.HOFGREN

ERNEST A. HOFGREN. { TELEPHONE
ERNEST A WEGNER _ o] WEGNER.ALLEN, STELLMAN & McCORD CNANCIAL B30
gonN B MecoRD. 20 NORTH WACKER DRIVE . : AREA CODE 312
JAMES C_WOOD -
STANLEY C. DALTON CHICAGO 606068 X
RICHARD 5. PHILLIPS JOHIZQ.HEEIXS:;LEN
LLOYD . )
TED E.\:ILT?NS;;WDRTH " December 28, 1971 ’ :
CHARLES 1. ROWE . " )
W_ E.RECKTENWALD . R E {Jj E g !J E D
DILLIS V. ALLEN . 4 B
WH_A VAN SANTEN
RONALD L.WANKE : L

Mr. Robert H. Rines BEC30 1=

Rines and Rines RINES

ES ANDRINES

No. Ten Post Office Square

Boston, Massachusetts 02109 WO. TEN POST OFFICE SQUARE, BOSTON

Re: UIF v. BTL

‘Dear Bob:

Pete Mann called me to ask if we would object
to an additional fifteen days for them to file their
brief. The court would undoubtedly grant the time even
if we objected and, accordingly, I saw no reason to
object. I enclose a copy of the motion, affidavit and

order. .
. Yours very truly,
Richard S. Phillips
RSP:vm

Encl., .




SUPREMEcouerFTHEUNWEDSTNWB
OFFICE OF THE CLERK
WASHINGTON, D. C. 20543 |

E.ROBERT SEAVER -~

CLERK OF THE COURT

"Deceﬁber 22, 1971

'Richard S, Phillips, Esq.:
20 North Wacker Drive.
Chicago, Illinois 60606

“Basil P. Mann; Esq.
Two First National Plaza. -
Chicago, Illinois 60670

Re: Blonder-Tongue Laboratories, Inc. v, oo
Unlver31ty of Illinois" Foundatlon, et al,.
338 October Term, 1970

Gentlemen:

There is no ambiguity in the Court's judgment.
. in this case. It assesses one half of the total costs
. against the Foundatlon and JFD jointly. This means that
each of them must pay to Blonder-Tongue one quarter of
- its costs.

_ Ordinarily the Court awards.full costs to the-
 successful party, but in this case Blonder-Tongue ‘was
awarded only half and this was done advisedly. In the
circumstances, the respondents having been given the -
benefit of this action, it would seem that rather than .
questioning the Court" s judgment they would each pay
their share and close the matter, - :

Yours_very truly,

.cel




3?PIE IJDJI\TEIKS:[T“Y ()F CHICAGO
CHICAGO 37 - ILLINOTIS

THE LAW SCHOOL LIBRARY
September 27, 1971

RECEIVED

\
st NES

ND
FICE SQUARE. g ToN

1 OF
Mr. Robert E. Rinms §0. TEN P08

Fr. David Rines

¥r. Riehard $. Phillips
Rines and Rines _
No. Ten Post (Office Square
Eosten, Mass, 02109 '

ﬂear‘SiTSI.

Our callect:.on of United States Suprome Coart Briefs and Recoxds
is wissing the following items in Blonder Tengue v. Univ. Foundatien,
402 U.S. 313: Petition for Certiorari

If you have extra copies of any or all of these items snd feel that
you ¢ould make a gift of them to the University Lew Library we shall
be most grateful.

If this is not 'UOSulble, cen yvou suzgest another source where we
might be able to obtain them?

He will appreciate any kindness you might extend to us in 'thls
matter.

Sincerely,

g oA Bloao.

Erie 8. Petersen
Briefs and Records Clerk







et S A ﬁx};; i i UNITED STATES COURT OF APPEALS

For TH:. S;VEHTH CIRCUIT

L,(,u - CHICAGO, ILL!\OISI 60604 -
¥ : e ‘ [:3 5":}2 ‘;’wn
Causc No.. bt o wde W 5

_UNIVERSITY OF ILLINOIS Fommom

Plaintiff and Counterclaim Defendant=Appellant .

BLONDE R 'I’ONGUA LE&BORATORIM . II\*C .o belfendant _and Counterclalmant AooelLee

end JFD EL:LCiRON%_QS COR]P;ORALIONJ Counterclaim Def‘end_a._nt-—ﬂog_ellee

The Clerk will enter our appearance as counsel for . p: ender—-Tcmgue* Lab@rauefiesm-zﬁc ~
o (P1 ease SUUC}lfY/Daf @hom__ﬁ;w eprg;sent)
//Zf\/ 5“-—"!’ »-"5« yh-f- 3 : L : _ o / \'I:. //(/
_ (Slgnature) - - L MG (Signatiire) “:/’
__RQb.e:c.t_-ﬂh_-R:l]: es o . Rlchard S.  Phillips -
' d Name) ' Ce e : (Typed Name)
No. Ten Post 0 fice Bgquare - 120 North Wacker Drive -
Bﬂsi:cm_,___Maqqar*hn aatts. 02109 - SR -ﬁC‘u.ca_gQ, Allinocis. . 60606,
o (Address) _ [ _ {Address)
- ‘--_té-ignafure)'q"f' _ . ~5 T (Signature)
e ¢ e (TypedName) : — - . - e
T ""(Address) ‘ S T (Address) T

NOTE: An attorney entering his appearance in a
case before being admitted to the Bar of this Court
must be admitted thereafter, and not later than the . Iﬂdwzdual and not firm names must be 51gned and

merning on which said case is set for hearing, : | typed




LAW OFFICES

AXEL A.HOFGREN TELEPHONE
cRNEST A.WEGNER HOFGREN,WEGNER.ALLEN.STELLMAN & MCCORD ’

WILLIAM J. STELLMAN Flrvancial 6-1630
JOHN B. McCORD
BRADFORD WILES
JAMES €. wooh . -
STANLEY C_DALTON CHICAGD 60606 JOHN REX ALLEN
RICHARD S.PHILLIRS |248-1989
LLOYD W. MASON

TED E.KILLINGSWORTH

CHARLES L.ROWE

20 NORTH WACKER DRIVE AREA CODE 312

- W.E.RECKTENWALD

DILLIS V. ALLEN December 7, 1971

WM. A VAN SANTEN
RONALD L.WANKE

RECEIVED o
DEC = e/
RINE> swD RINES

NO. TEN PUST UrFIC syuaKt, BOSTON
Mr. Robert H. Rines -
Rines and Rines '
No. Ten Post Office Square
Boston, Massachusetts 02109
Dear Bob:
* I enclose a copy of the certificate of the Clerk
of the District Court regardlng the record on appeal,
together with certified copies of the docket entries,

S I also enclose'an appearance form which you
should sign and return.

Very truly yours,

DeH

Richard S. Phillips

RSP:iag

* Enclosures




H. STUART CUNFIRGHAM

jDear_Mr. Carriek,

_ date.-'

- UNITED STATES ENJTRKH'COURT
' NOI!TI(ERN Disriicy or ILLINOIS
unchqTATL,counTHOUSE _
CHICAGO 60604 ‘
o _ : : . OFFICE OF THE c't-__zm'c': '
FRERE December 6, 1971 | B

b

o . - la e
Hon. Kenneth J. Carrick, Clerk - o ”Gﬁﬂhﬂ M&GNH? L.
U.S. Court. of Appeals, 7th Circuit - SWEUWq axﬁ%f”
219 S. Dearborn St., 27th Flr. ' :

-'Chlcago, IllanlS 60604

. Re: The Unlver51ty of Illinois Foundation = vs ;-BlonderéToﬁéﬁe_

Labprator;es,_lnc. - No 66 C.567.

'Certlfled and transmltted to you herewith is’ the record.
- on- appeal prepared pursuant to stlpulatron of the partles_:

v

with the original -papers. incorporated thereln together-
with certified copy of the docket. entrles, in- compllance' ;

'a3w1th the rules of your Court.

The record consist of all entrles from June 17, 1971 to thls

'.} ¢

': Very truly‘yours,_

‘H. STUART CUNNINGH}}M CLERK

f_'/'l

'// A 44/'h5? //’<—(§A4w»

iBY 1?’“?Lou1s Brown

Deputy Clerk B g S o : '?”d

Copy of letter, llSt of documents and certlflcate(s) toél




GNITEn_STATES OFIAMERICAe ) | :
) .~ ss
NORTHERN DISTRICT OF. ILLINOIS ) ' '
_ L

X, H. STUART CUNNINGHAM Clerk of the Unlted States
Dlstrlct COurt for the Northern D1 trlct of Illanls, do hereby
certlfy to the Unlted States Court of Appedls, for the Seventh
-C1reu1t, that the documents submltted herewlth and annexed hereto
:“'are the orlglnai papers flled and entered of record in my offlce;
‘on the dates de51gnated in the LlSt of Documents, and together
.wlth a true copy of. docket entrles as: they appear in the
off1c1al docKkets in thls offlce from June 17 1971 to thlS date :
:constltutes the stlpulated record on- eppeal in cause entltled-
 The.Un1vers1ty of . IllanlS Foundatlon. ve'Bloundet#Tongue tabotaton;ee;-e_

Ine. No 66_C 567

_-:IN TESTIMONY WHEREOF, I havel,'

'hereunto subscrlbed my name and
affixed the seal of the'afbresaid
oCourt:atjChicago;;lllinois;fthis--7'j?

Gthttaday,ofg *December;-igjl :

’1.H. STUART CUNNINGHAM, "CLERK -

| /§ (_L,,_;//j‘zﬁg.;-z__h_/‘_ )

/LOU is Brown

gly e.

J/]Deputy Clerk

/ B

B L s Al P D S
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iﬁmipﬁ Staten @mm ﬂf Ammia.

For the Seventh Circuit
: Chlcago, Illinois 60604 o '

RECL ‘\ft. o

Decenber 15 L 1971 

greay e PeEmEr 2
sand RINES
NE{ !ﬂ}:f Ptfultﬂ OrFIGE SQUARE, BESTON S : Before

Hon. WILBUR- F. PELL, JR.; cireuit Judge"

UNIVERSITY OF ILLINOIS FOUNDATION,_‘
Piaintiff and Counterclaim
Defendant-Appellant,

~ No. 71-1879 - v& L Appeal from the United

' BLONDER-TONGUE LABORATORIES, INC.,

States District Court

- for the Northern Dlstrlct_:'

Defendant and Counterclalmantuﬂppellee
. . : _ :  Division

JFD EIECTRONICS CORPORATION,
Counterclaim Defendant-Appellee, .

. _ This;mab er. uames before the Cou;u on uh% motion and
affidavit of counsel for plaintiff-appellant for an order
allowing the. appendix previously filed in this Court in
~appeal number 17153 to be considered as an appendix in _
-_3thls appeal and for other relief - On considerafion whereof

- IT IS ORDERED that counsel for defendant-appellee
_-file answer to said motion on or before Monday,
_ December 275 1971 .

T EPUMI~8.10.69 1013045

“of Illinois, Eastern
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AXEL A_HOFGREN
ERNEST A.WEGNER
WILLIAM J_STELLMAN
JCHN B.McCORD
BRADFCRD WILES
JAMES C.WOOD
STANLEY C. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASON

TEO E.KILLINGSWORTH

CHARLES L-ROWE
W. E. RECKTENWALD
DILLIS V. ALLEN
WM. A VAN SANTEN
RONALD L.WANKE

LaAW OFFICES

HoFGREN.WEGNER.ALLEN, STELLMAN
20 NORTH WACKER DRIVE

CHICAGO S8C&06

TELEFHONE
1630
AREA CODE 352

& McCoRrbD

FinancialL 6-

JOHN REX ALLEN
[B4E6-1869

December 16, 1971

kY

Y 5 g vy B
RECEIVLEY
nEG 20wl

\MDR!NES

Mr. Roberé%ﬂ‘} 1mﬁ§b@mmqmsmw
Rines and %lnes

10 Post Office Square

Boston, Massachusetts 02109

-
-

Re UIF v. Blonder-Tongue

Dear Bob:

I enclose a copy of Motion on behalf of
the Foundation seeking to proceed on the Appeal with
fewer than the normal number of printed appendices
of the trial record, to avoid the expense of re-
printing unnecessary material. This seems like a
reasonable request, and unless you disagree, I
do not plan to oppose the Motion.

Very truly vours,
Dl
Richard S. Phillips

RSP:cm
Fncl.







SUPREMECOUWTOFTHELHWTEDSWMES
: . OFFICE OF THE CLERK
WASHINGTON, D. C. 20543

E.ROBERT SEAVER I : :
" CLERK OF THE COURT : S '. December 14 1971

Richard S. Phillips, Esq.
20 North Wacker Drive
Chicago, IllanlS 60606 -

. FAL T .
Re: Blonder—Tongue Laboratorles Inc.” v(glﬁﬁfi{ﬁ?cﬁg‘“’

Un;verSLty_of_Illlnols Foundation et al
No. 338, October Term, 1970

Dear Mr. PhilliPS'

_ : Your letter dated December 9, 1971 ‘has been received.

I have percelved no disagreement as between JFD and the Founda- -
tion as to the apportlonment of the costs assessed against
-respondents and for this reason I was not under the impression
-that any decision on my part was required. Mr. Mann, -attorney

* for. the Foundation, agreed, in his letter. of October 18, that
there should be "an equal division of the costs between the
Foundation and Blonder—Tongue --="

All that remains, then, is for the Foundation to reim~ -
burse Blonder-Tongue $4,261.45, representing half of the costs,
and this will constitute compliance with the Court's order of _
May 3, -1971. While it is true that the order assesses one-half o
of the costs ($4,261.45) against respondents jointly, if one of . 7
the respondents pays this sum to petitioner, there is no need '
to revise the order. Only the Court could rev1se the order, of
course

Very truly yoursﬁ | _ | . e

f St J{f A ww;céfw .

'-_E. Robert’ Seaver

Basil P. Mann, Esq.
Jerome M, Berliner, Esq.

SRR |







A SOUTHWESTERN LAW JOURNAL

a publication of
SOUTHEBN METHODIST UNIVERSITY SCHOOL OF LAW
Darras, Texas 75222

? - (\ ;; ! V E D October 27, 1971

NOV 11971
Mr. Robert Rines, Esq,
Rines & Rines ’ H.oae A\iﬂ RINES
10 P.C. Sguare NGO, [EN POST OFFICE SQUARE BOSTON

Boston, Massachusetts

RE: Blonder-Tongue Lab., Inc. V.
-Univ, of Illinois Foundation

Dear Sir:

T am undertaking to write a case note for the Southwestern
Law Journal concerning Blonder-Tongue Lab., Inc. v. Univ. of
I1linecis Foundation., .The point which I will primarily address
myself to is that of the abandonment of Triplett v, Lowell

and the dcoctrine of mutuality of estoppel. It would greatly
aid in my treatment of fhese matters if you would send me that
portion of your brief that dealt with them, I will make a
copy of the brief and return it immediately. If you would
prefer, I would certainly be willing to receive a copy and
reimburse you for the expense, .

I will be pleased to send you a complementary copy of the
Southwestern Law Journal with -the case note when it 1s
published. = Thank you for your consideration,

Sincerely yours,

(8” ;ﬂ?ycngxugf?%QZZ{ﬂﬂﬁDC%b-

J. Anthony Patterson, dJr,




AXEL A.HOFGREN

LAW OFFICES

EANEST A. WEGNER HOFGREN.WEGNER.ALLEN. STELLMAN

WILLIAM J. STELLMAN

JOHN B. M=CORD
BRADFQRD WILES
JAMES C.WOOD

STANLEY C.DALTC

20 NORTH WACKER DRIVE

N CHICAGO 60606

RICHARD S. FHILLIPS

LLOYD W. MASCN
TED E.KILLING SW
CHARLES L.ROWE

W. E. RECKTENWALD

CILLIS V. ALLEN

ORTH

October 27, 1971

WM. A VAN SANTEN

RONALD L.WANKE

RECE!

TELEPHONE
FINANCIAL 6-1630

AREA CODE 212

&IWCCORD

JOHN REX ALLEN
1945- 1962

VED

NOV 11811
Mr. Robert H. Rines " Ribkkes aNDRINES

Rines. and Rines
No. Ten Post Office Square .
Boston, Massachusetts 02109

Dear Bob:

H0. TEN POST UrFICk SYUAKE, BOSTON

I enclose a stipulation regarding the ‘record

for appeal to the Court of Appeals.

Very truly yours,

R

e

W,

Richard S. Phillips-

RSP:iag

Enclosure




CHARLES J. MERRIAM
WILLIAM A. MARSHALL
JEROME B. KLOSE -
NOARMAN M. SHAPIRO
BASIL P. MANN

CLYDE V. ERWIN, JR,
ALVIN D. SHULMAN
EDWARD M. O'TOALE
ALLEN H.GERSTEIN

LA;N OFFICES
MERRIAM, MARSHALL, SHAPIRO & KLOSE
TWO FIRST NATIONAL PLAZA
CHK.‘;A’»-GO.i ILLINOIS 60670.

TELEPHONE
32 346 - 5750
TELEX 25-3856

RECEIVED

0CT 221871 qctober 18, 1971
Ritves ANDRINES

NO. TEN POST OFFICE SQUARE. BI°TON

Mr. E.

Robert Seaver; Clerk

Supreme Court of the United States
Washington, D.C. 20543

Re: Blonder-Tongue Laboratories, inc. v.

OWEN J, MURRAY
DONALD E. EGAN
NATE F. SCARPELLI
CARL KUSTIN
MICHAEL P. BUCKLO
CARL E. MOCRZ, JR.
ROBERT D, WEIST
MICHAEL F. BORUN

P
LJ ol

HOFGREN, WEGNER. ALLEN
STELLMAN & McCORD

University of Illinois Foundaiion et al.

No. 338, October Term, 1970

Opinion Dated May 3, 1971, 81 S.Ct.

Dear Mr., Seaver:

Corp.,

counterclaims against JFD,

1434

This is in response to the letter-of October 13, .
1971 by Jerome M. Berliner, Esq. concerning the apportion-
ment of costs in this case. N

' In his letter, Mr. Berliner suggests that no
costs should be taxed against his clicnt, JED Electronics

because the Supreme Court did not rule

on the

although the judgment appealed

by petitioner Blonder-Tongue was vacated by the Court.

tically none of the costs expende
Blonder-Tongue related %o the only iss
decided by the Court, i.e.,
was this issue not prescnte

. It should be pointed out, however, that prac-

d by and awarded to

ue considered and
the Triplett rule.

d for review by Blonder-Tongue

Not only

in its Petition for Certiorari, it even argued against

the conclusion reached by the Court.

Virtually none of

the Appendix, which represented substantially all of
Blonder-Tongue's costs, was necessary for the

decision. - Nevertheless,

Court's"

Blonder-Tongue was awarded a

portion of all of its costs, including those related to
the counterclaims involving JFD. '

In awarding only a portion of its costs to Blonder-

Tongue, the Court apparently decided that, Imn

tp\/ circumstances, it would be equitable that the

\
«

view of the

parties share




MERRIAM, MARSHALL, SHAPIRO & KLOSE

Mr. E. Robert Seaver
October 18, 1971
Page Two

the cost. We also believe this to be proper, but do not
agree that Blonder-Tongue should not bear its share. The
costs awarded to Blonder-Tongue were no more intimately
associated with the issues involving the Foundation than
they were to the issues directly concerning Blonder-Tongue.
Accordingly, it is suggested that an equal division of the
costs between the Foundatlon and Blonder Tongue should be
ordered. , : : :

Very truly youré,

- Basil P. Mdnn '
"Attorney for Unlver51ty of
- Illinois Foundation

BPM/kd

ct: My, Jerome M. Berliner'J/
' Mr. Richard 8. Phillips

* g -







SUPREME COURT OF THE UNITED STATES
OFFICE OF THE CLERK -
WASHINGTON, D. C. 20543

E.ROBERT SEAVER

CLERK OF THE COURT - .. . | .O'CtOber 13, 1971 |

Richard S. Phillips, Esq. N“"181571 ..
- 20 North Wacker Drive o
Chicago, Illinois 60606

HOgGngv:i 'WEGNER, ALLEN,
Re: Blonder-Tongue Laboratories, Lhc: ¥.& M<CORD
 University of Illinois Foundation, et al.,
No. 338, October Term, 1970

Dear Mr. PhilliPS'

"This will acknowledge receipt of your letter of
October 8, 1971,

Normally, when an order is entered such as that

- in this case the respondents share equally the costs

that are assessed against them. If respondents herein
present some valid reason why their liability for costs
should be apportioned among them in some other way,-
please let me know.

Very -truly yours, .

,-/‘:'-' = A~ ' A
L,
7 Sl A /{ngkki

E. Robert Seaver




OSTROLENK, FABER, GERB 8 SOFFEN
‘ ATTORNEYS AT LAw
5. O . [
“":’;; a_f;g"sﬁ"“ _ IO EAST 40TH STREET _ _
NEW YORK, N. Y. 10016 : PATENTS

. TRADE MARKS
., RELATED CAUSES

SIPDNEY G, FABER
BERNARD GERB [
MARVIN C. SOFFEN - SN

SAMUEL H. WEINER g Yol A . R Sadad ‘ TELEPHONE
JEROME M. BERLINER . . - . (212) 6B5-8470
Louis WEINSTEIN . ' . . . —

MARC S. GROSS ) CasLE:
HOBERT C. FABER ) : - : . OSTROFABER NEW YORK
EDWARD A. MEILMAN : .

HOWARD SCHULDENFRE! e oz B e . OCther 13 [ ] 1 971 L

P | 3[;
Mr, E. Robert Seaver, Cierk BT ) ’
Sapreme Court of the Unired M,ates"' *ff o it
Washmngton, B, C, 20543 o SO “‘_‘“UOanN Wi ~

EGN ER A t.l
s‘i‘ummN P ﬁf\cCOQ{é :,

“Kes - Blonder-iﬁnwuc Laborats ies Ine, v
©ofL 0 University of Illinois Feundation et al-
croie s Ko, 338, October Tera, 1570 : _
(OFGS Flle No, JFD-3, 223) ‘

Gglnxon Bated Aay 3, 19?1 91 5.Ct. 1434

Dear Mr. beaver""*

Reference is made £0- the Ietter cf Gctober 8 1971
(copy annexed) from Richkard 8, Phillips, Esq. requestxng
"clar;flcatioq of tha cost award order“

It apﬁaars tnat tﬁXiRg costs agalﬂst our client,
JFD Llectronics Corp., would be unjuat 1n 11 at of the
0w1nion of the Supreme Court. _ S i N
At “the aistrlct Court Ieval Plalntiff quver51ty of
Illlnois Foundation charged Defendant Blonder-Tengue =
Laboratories Inc., inter alia,; with infringement of U, 8§,
Patent No., 3,210,797, JFD was in no way involved in tie B
‘Complaint. JFB was first brought into the suit at the
bistrict Court level when Blonder<«Tongue counterclaimed
against JFD for unfair competition, anti-trust law viola-
~tion and 1nfriﬁ;enent of one of Blonder~Tongue's own
- patents, All of the counterclaims against JFD were
unrelated to infringement or validity of the Foundation's
patent in sult. - L ,gx:”.;,i-*

o

A1l of ‘the counterclainms against JFD were dismissed
by ‘the District Court, - Blonder-Tongue appealed the
~disnissal to the Seventa Circuit Court of Appeals, and

_

COPY

T S PP PSS S P g Ut S U S Y- S S GAM—.— B Y WBSRNINNEPESR PO ¢ 1 e




"OSTROLENK, FABER, GERB & SOFFEN

Wr. B, Hobert bduver s Uctober 13, 1571

“gonide : = o (Jru=3,223)

the dsumzs z2l of the counterclaiws agzinst JFD was
affirmed, JUD was, tuerctnrc, the “;rcvailiﬂ“ carty' at
but: ne uistrict ueurt ana Lcurt DL Ldlb l&bﬁla.

blﬂndrr-fctﬁne ‘again raﬁs“A ‘the CQQut&TCl&lﬁs 3 ed] in
JFU in the J. 5. Suvrewe Lourt, Lut this Ceurt rcfuss
to even consider these counterclaims, Justice white
wrote 2 leagthy Urninicn concerned only with the validity
of the Fsundatien's patent im sult., It was only at the
very end of tiae Upinion taat the followinyg appears, at
91 5. Ct., DPe 1454: :

“In taa;ah this action, we intimate
no vievs on the other issuss
prosenatea in thls case, The judg~
ment of the Court of Anpeals is
vacated sund the cause is remandoed

Lo LT te the District Court for furtasr
A S : Jrocctgxﬁss coaSisteut witih this
o e oplnlun SRS

‘ Lecauac Lqe Cu*reﬂn ﬂourt refuaed to rule on the
dismissal of tne counterclaims against JIB, JFD became
tie "prevaeiling party" in the Suprens Lourt as well as

in the two courts below,

-

_ It is subnmitted that no costs should be tax&d against
JED at the buproeme Ceourt level -- Title 28 u, 5. Luuc,_
Sec, 1312. ;t is trie, under Suprems Court Rule 57,

- sub~section £, that in the event a Judgmeat is vacatbd
costs are to Le nllﬂ%eu to tie r“tl;loner, here Lionder~

Tongue, He submit that such costs siaould not Le taxsd
azalast J¥Ds Insotfar ﬁs tie csuﬁterclaims ﬁgﬁlnat JEB.
are concerncd, JiD was the grevailiag party.  The Court

of Appeals' Judgment in JFD's favor was, in offect,
a‘flratd JED should ve relieved of its obligation to
pay c¢osts oR tue Suprese bLourt level, pursuant to-sube
section 1 of Supreme Court Rule 57, : o




. OSTROLENK, FABER, GERB & SOFFEN

Hr. K., Robert heaver = . October 13, 1371
~contd- _ “3w . (JFG=3,223)

Accordingly, we respectfully request tiet you correct

the cost award order to relieve JPD of the ouligation of
paying costs at the Supreme Court level. '

Very truly yours,

DSTROLENK FALER GERS & SUFFEN

hiTy A -
JEiE - _}ai}

Ingl,

‘cci  sir, Charles J. Merriai:

dr, Richard 3. Phillips

. COPY
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UNITED STATES DISTRICT COURT
EVEHETYMCMNLCYDHHHR?$UUHJHNG
UNITED STATLS COURT HOUSE
CHICAGO (o4

H, STUART CUNNINGHAM . ‘ . OFFICE OF THE CLERK

CLERK .
_ October 13, 1871

Mr. Basil P, Mann -

Merriam, Marshall, Shaplro and Klose
2 FlrsttNatlonal Plaza

Chicago, Ill.

. RE: UNIVERSITY OF ILL. FOUNDATION vs BLONDER-TONGUE LABORATORIES
. IXC. No. 66 C 567

. The enclosed copy of the docket entries is forwarded to you for
the convenience of preparing a Stlpulatlon for the Record on
Appeal pursuant to Rule 11(f) of the Federal Rules of Appellate
Procedure. . If no stipulation is to be filed, the Appellant
must file a reguest for the complete record.

Transcripts of Proceedings which are to be included in the
Record on Appeal, but are not vet filed in our office, should
be. obtained pursuant to Rule i0(b} FRAP as amended. Exhibits
to be included in Record on Appeal should be filed with a
descriptive list and sufficient copies of the list.

The record on aopeal is due to be filed in the Court of Appeals,
.~ on or before November 22, 1971 ' .

It will be. apprec1ated if the original stlpulatlon and copy or

request for the complete record, transcripts and exhibits are

filed within 20 davs of this date to ehpedlte the preparation

of the -Record. on Appeal. :

!
Very truly yours,

UNNINGHAM, CLERK :
| Lo |
. : ) c;l_ﬁff/ L /4ffsﬁzéﬁ”;% T
%ﬁ;_§T§EE7£ouls Brown '
/ ¢

‘bopy of letter only to: Attorneys for appellees

Pr
H. STYART

T T 4 e T T 2, T T R Py e

i e R e i I S i T A e T Mg i i N S S AT



AXEL A.HOFGREN
ERNEST A.WEGNER
WILLIAM J. STELLMAN
JOHN B.McCORD
BRADFORD WiLES
SJAMES C.WCOD
STANLEY C.DALTQON
RICHARD S.PHILLIPS
LLOYD W. MASON
TED E.RILLINGSWORTH
CHARLES L. ROWE

W, E. RECKTENWALD
OILLIS V-ALLEN
W, A VAN SANTEN
RONALD L.WANKE

LAW QFFICES

TELEFHONE -
FINANCIAL B-1630
AREA COQDE 312

MOFGREN.WEGNER.ALLEN. STELLMAN & McCoRD

20 NORTH WACKER DRIVE

CHICAGO 606806 .
JOHN REX ALLEN

1945- 1969

October 13, 187 -

RECEIVED

0CT 1519/
RINES ano RINES

Mr, Robert H. Rinel¥. TENPOST orfice squage, gnston
Rines and Rines '™
No. Ten Post Office Square

Boston, Massachusetts

02109

RE: UIF v. BT v, JFD -

Dear Bob:
* . I enclose a copy of a notice of appeal we re-
ceived this morning from the Foundation.
Very truly yours,
. s”w \
DOt
Richard S. Phillips:
RSP:iag
* Enclosure .

cC:

Mr., I. S. Blonder (*).
Mr. J. F. Pearne .(*)
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fship aéraeﬁant's'raquixemsnt éfla mnnﬁatorf ﬁufahaaé hy'th-w
3 vin pr - (at 50% of the net worth of ‘the partner

- and’ ¢ ahﬂunﬂ~o? uningured valuation of the corporati
‘in the existing huymspll agreement would both ‘present
: in case either of you
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LAW OFFICES

CHARLES J. MERRIAM
OWEN J. MURRAY

WILLIAM A MARSHALL MERRIAM, MARSHALL, SHAPIRO & KLOSE DONALD E. EGAN
NORMAN M. SHAPIRO ) TWO FIRST NATIONAL PLAZA MATE F. SCARPELLI

CARL KUSTIN .
CHICAGO, ILLINQIS SO870 MICHAEL P. BUCKLS
CcARL E. MOORE, JR
ROBERT D. WEIST
MICHAEL F. BORUN

BASIL P. MANN

CLYDE V. ERWIN, JR,

ALVIN D. SHULMAN TELEPHONE
EDWARDO M, O'TOOLE
ALLEN H. GERSTEIN

32-346-5750
TELEX 25-38E56

October 7, 1971

Richard S. Phillips, Esq. | - D
Hofgren, Wegner, Allen, :
Stellman & McCord |}
20 North Wacker Drive : . w e el
. . . IOFGREN, WEGNER, ALLEN,
Chicago, Illinois 60606 | R A ies

Re: UIE v. BT v. JED
Dear Dick:

The uncertainty re the apportionment of costs
arises in the order of the Supreme Court which states
that Blonder-Tongue should recover from ''the University '
of Illinois Foundation et al.', the "et al." obviously qiaﬂg"

referring to JFD. -
In any event, we are considering an"l'

in
this case and still believe that no costs should be paidiée Lese.
until the judgment becomes final. Accordingly, if you ref 7
feel that the costs should be paid before such time, I <

suggest you seck an order from the court. - ‘ij>u1§?

Sincergly yours,

Basi 7 Mann
BPM/kd
Loy
i ‘ Y ‘v/

h ’\\Qt\}b}/\ \L} . : }(/6—’\ '/‘\\
.J’f}LAE V5
r\\j_,,)‘ ‘0"
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Alderson |
Reporl‘m g |
Company, Inc.

General Stenotype Reporting
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RINES AND RINES

RO, TEN POST OFFICE SQUARE, EUS N

Mr. Robert H. Rines

Rines and Rlnes

No. Ten Post Office Square
Bostdn, Massachusetts 02109

RE: UIF v. BT v. JFD
Dear Bab:

You received a copy of the notice from the Clerk
of the Court of Appeals for the 7th Circuit regarding the
withdrawal of physical and documentary exhibits,

We withdrew the collection of original documen-
tary exhibits at the time of preparation of the appendix
for the Supreme Court, and I believe we still have it in
our office. Defendant's exhibits 24, the model of the
DuHamel and Org antenna, and 29, the piece of transmission
line connected with plaintiff's exhibit 10, the Golden Dart
antenna, were sent to the. Supreme Court and as far as I know
are still there.

I went through the file in the Court of Appeals,
and the exhibits which they still have, and. found nothing
further which I think we need worry about. There are
several antennas still there, but they belong either to the
Foundation or. to JFD.

Very truly yours,

O

Richard S. Phillips

RSP:iag
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RNy AND RIN
Mr. Robert H. Rines Boe st vpnie SQUARE, Ei??m
Rines and. Rines
No. Ten Post Office Square”
Boston, Massachusetts - 02109
Dear Bob:

*. . I enclose a copy of an article about Paul Mayes

from the Electrical Engineering Alumni publication of the
University of Illinois. I thought this might be of interest
to you.

I see from the BNA Patent, Trademark and Copyright
Journal that petitions for. certiorari have been filed in two
cases seeking to eXtend-theﬁBlonder—TOngueJreversal of
Triplett v. Lowell. In one case the patent was held valid
and infringed in the Court of Claims, following a full trial.
In a subseguent case in California, it was held invalid on a
motion for summary judgment and the 9th Circuit affirmed.
The patentee argues that the estoppel should extend to de-
fendants unless they can show that the prior defendant did
not have a full, fair opportunity to litigate or that they
have- 51gn1f1cantly different evidence to present. The other
" case involves an interference proceeding where the petitioner
argues that the decision of the Board of Patent Interferences
should stand unless--the- losing.party can-show lack.of a full
opportunity to present evidehcel-

The Blonder-Tongue name-will certainly be well
known in patent circles for many. years, I don't know how
much of the publicity will translate into sales dollars, but
maybe it will compensate to some extent for the expenses they

have had.
Very truly yours,
Ok
Richérd S. Phillips
RSP:iag
* Enclosure

cc: Mr. J. F. Pearne .(¥*)
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STAFF-—Continued

‘He vigorously participates in professional activities. He served as Chairman
of the IEEE Information Theory Group of the Chicago Area in 1967, Editor for
Coding for the 1970 IEEE International Symposium on Information Theory, and is
presently a member of the Admlnlstratlve Committee of the Informatlon Theory

-~ Group.

The Chiens were naturalized last year and now live (with four children,
Emily, Tony, Andrew and Steve) on top of the tallest hill in South-East
Ummm._. :

Xk ok k k KK K

PAUL E. MAYES

B.S., 1950, University of Oklahoma
"M.S., 1952, Northwestern University
Ph.D., 1955, Northwestern University

Professor Mayes was born in one small
town, received his mail from another, and

‘went to school in a third, all Iocated in

" the southwestern part of Oklahoma. His early
‘interest in electronics was no doubt partly .

-~ due to his distaste for farming. Presented
with an inoperative, second-hand radio during
his war-time teen-age years (when new ones
were not available and all the repair men
were away), he initiated a lifelong display -
‘of incompetence in economics by taking a
~$ 200.00 correspondence course in radio repair.
He escaped from the farm by enrolling at 0.U.;
‘the easy course to pursue was Electrical

: Engineering. Mayes and thousands of ‘
returning veterans matriculated together and, subsequently, graduated together in

‘the recession year of 1950. Employment prospects being bleak, he was advised by

one of his professors {who had come from a farm a mile across .the field and
consequently knew. Mayes from birth) to go to graduate school. A classmate, "Jerry"

‘Ernst, recommended the University of Illinois where his brother Ed (now on the
‘U. of I. faculty) was then a graduate student. However, Northwestern came through

with an earlier offer of a graduate assistantship so Mayes and his new brlde
Lola packed their belongings and moved to the '"big city".

At Northwestern, Mayes was assigned to the Microwave Lab under the guidaﬁce-of

_Professor Robert Beam., In those pre-computer days he spent many hours calculating

dispersion data for dielectric waveguides before venturing into the lab to study

the efficiency of various methods of exciting propagating modes on dielectric rods.
He also was involved in measuring losses due to radiation from bends in dielectric-

rod waveguides and in developing techniques for calculating. and measurlng the near-
field of two-dimensional conducting scatterers. '

9




STAFF——Continued

After receiving his Ph.D., Mayes joined the staff of the Antenna Lab of the

University of Illinois. He has worked, with the help of numerous students, on slot

antennas, antenna synthesis, frequency-independent antennas, small antennas and
active antennas . Several of these antennas have been patented by the University
of Illinois Foundation, the most famous being the log-periodic vee (LPV) which was
developed into a highly successful antenna for TV reception. His log-periodic

zigzag is also widely used, in central Illinois particularly, for receiving UHF
TV signals.

~ Mayes has served as a technical consultant to a number of firms, JFD
Electronics Corporation, which located a research laboratory in Champaign in 1962,
developed the first 83-channel TV antennas using the LPV concept. More recently,

- Mayes has been intrigued with the idea of combining new solid-state devices with

antennas., For more than two years his car-radio has been operating from signals
supplied by a transistor on a small disc which is mounted underneath the car. "It

out-performs the original whip antenna," he explains, "and isn't as easily broken
off." ' ' '

Professor Mayes is a Senior Member of the IEEE, a member of Commission VI
of URSI, a member of Sigma Xi, Tau Beta Pi and Eta Kappa Nu. He has published
a textbook on electromagnetics and numerous research papers, two of which have
received certificates as outstanding contributions. But his greatest source of
pride is his family-- Gwynne, 18, a violinist and vocalist who enters the
University of Illinois School of Music this fall; Linda, 16, an accomplished
seamstress who sews most of her own and many of her 51sters' clothes; Stuart, 14,
wlio enjoys playlng basketball, beating drums and eating, in that order, Pat, 12,

another musig¢ian who plays piano, bassoon and clarinet and who aspires to be an

organist; Steven, 9, a budding artist who enjoys eating and playing baseball, in -

that order; and David, 3, who undoubtedly will surpass his brothers and sisters 1n
all thlngs

T T i

ANNUAL REVIEW OF ELECTRONICS

We are pleased to announce the 9th Annual Review of Electronics (ARE);
to be held Monday, October 18, 1971, with Professor J. Verdeyen, Chairman.
The program, covering topical areas of Biological Electronics, Materials
and Atmospheric Sciences, promises to be most interesting.

In addition to the ARE meeting, you are invited to attend the annual
meeting of the Coordinated Science lLaboratory, Tuesday and Wednesday,
October 19-20, 1971, For further information please contact Professor

‘J. Verdeyen or Dr. M. E. Krasnow, Coordinator of University Industrial

Relations.

So mark your calendar to spend one or more days on the U of I cainpus
attending an informative series of meetings in Electronics.
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