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•
LAW OFFICES

~@cit/XdO
PATENTS· TRADEMARKS • COPYRIGHTS

105 W.AOAMS STREET CHICAGO, ILliNOIS, U.S.A.60603

L IRVING SILVERMAN

MYRON C. CASS

SIDNEY N. FOX

JAMES L. KNIGHT

GERALD R. HIBNICK,INO. BAR

November 21, 1966

TELEPHONE 726-6006

AREA CODE 312

CABLE; 51 LeAS

Our Ref. 6-418

Richard S. Phillips, Esq.
Hofgren, Wegner, Allen, Stellman & McCord
20 N. Wacker Drive - S. 2200
Chicago, lilinois

Re: U. of I. Foundation v. Blonder-Tongue v. JFD ­
Civil Action No. 66 C 567.

Dear Dick:

To expedite discovery in compliance with the local rules,
there is itemized below a list of items which were culled
from'Mr. Blonder's deposition as desired to be produced
by you. The listing below also identifies the page of the
transcript of Mr. Blonder's deposition on which reference is
made to the item.

Page No.

154

201

234

Item

Purchase Order for an antenna of the "new LPV series"
referred to in J-2.

Information in respect of the prosecution of corres­
ponding patent applications in any fore~gn countries
(Le., corresponding to patent in suit).

Reports on tests conducted on purchased LPV TV series
aJ;,ltenna.

Results of ces ts and measurements conducted on
"new antenna series of October 3, 1966". BT 33 (J-2)
LPV-VU.

•
)

236

273 Schenfeld's residence address. REC£1 VED
NOV 28 1966

,RI NESAN D RI NES
,~o, TEN POST OFFiCE SQUARE, DOSTON
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110
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•

Page No. Item _

278 Search results "in washington", listing of prior art
located in this search.

293 $peci;Eic information and documents or tie-in sales and
tihf.ngs of this sort.

293-4 Blueprints, specifications, notebooks, memoranda
and technical reports, i.e., COLOR RANGER series
with b.rackec rpor t Lons omitted of blueprints.

299 Copies of all letters of indemnification that BT
provided.

301 All documents relating to the adoption of the RANGER
name on all of the antenna products of BT.

304 Date of publication of the instruction sheets for
COLOR RANGER series antennas.

304 Invoices pertaining to the first commercial sale
of the GOLDEN ARROw, GOLDEN DART and COLOR RANGER
antennas.

304 Invoices and documents with respect to the rno1dproduced
for making the insulation parts Qf the GOLDEN DART
and GOLDEN ARROw antennas.

313-314 Identification of antenna manufacturers other than
JFD which make antennas believed to infringe, the
Blonder patent in suit, exhibit J-l, and identification
of the specific antennas believed to infringe.

315 Identification of the model of the Finney UHF section
that did not infringe tne Blonder patent because it is
a double boom made to have a substantially co-planar
arrangement by .put t Ing "S" shaped devices in the dipoles •

----~-- -------------



• RichardS. Phillips,. Esq.

Page No. Item

- 3 - November 21, 1966

\.-V 316

~'365

1-?
376

1\ 377

tf~
382-3

404-5

405

Any requests forlic,mses under J-1.

Sa Lesmen, dis tributors, service people and everyone
e+se involved in allegations of anti-trust ­
events, names, and specific evidence particularly
relating to "drop' your line or els,e be sued by
JFD" communicated to BT by parts distributors.

Address of Jerry Cohn.

Last known address of John Lineman.

Data concerning customers who were threatened with
suit if JFD's entire line was not handled exclusively.

"Identify, in any JFD advertising or any releases or
advertising of the Foundation wherein the Foundation
or JFD have publicized the features of the manner
in which the transmission line is connected to the
feed end of the antenna, that is, the end adjacent
the rigid insulating means you referred to, and also
the strain relief that we are referring to."

"Also in connection with the manner in which the
antenna is mounted to the mast."

405-6

406-7

Identification of specific advertisements of JFD
which show false marking. Also, cartons of JFl)
which have patent numbers that do not apply to actual
antennas shipped in them.

Does false marking charges apply to LPVVU or LPV TV
series?

•
t( 408

411

425-6

Reports on field tests of BT GOLDEN DART and GOLDEN
ARROW antennas.

Listing of patent infringement suits brought by BT.

Information as to loss of sales and customers lost
(names, addresses, dates and descriptive details with
respect to each instance which will be relied upon)



--------------

I

•
Richard S. Phillips, Esq.

Page No. Item

- 4 - November 21, 1966

J\ 425-6 $S specifically referred to in connection with
paragraph 7(i) of the Counterclaim and the anti-
t.rus t count. Also, a complete description of '
d~mages sustained in each instance and explanation
of how goodwill was damaged or lost in connection
with each instance and identification of the potential
customers referred to.

I appreciate that you have supplied me with a list of
items that you were going to produce pursuant to Mr. Blonder's
deposition and that there will be items common to'both lists.
May I go on record as stating that one production of the requested
item common to both lists will be acceptable to me?

I look forward to your early compliance with the foregoing
request.

Sincerely yours,

SILVERMAN & CASS

M~
Myron C. Cass

MCC/gm

cc: Robert H. Rines, Esq.
Basil P. Mann, Esq.

•

P.S. The list which you supplied with your letter of
October 31, 1966 refers to items Nos. 1 through
which have not been_repeated on the above list.
presume that you will supply these items also •

8 and 11
I
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LOU IS D-..[LETt;:H ER

OF COUNSEL-

DONALD ..L OVEROCKER

•

HARVEY W. MORTIMER

MORRIS RELSON
ROBERT R. KEEGAN

GORDON D. COPLEIN

WILLIAM F. DUDINE,JR.

EGONE. BERG

MICHAEL J. SWEEDLER
HARVEY M. BROWN ROUT

DARBY 8. DARBY
ATTORNEYS AT LAW

PATENTS AND TRADEMARKS

CHRYSLER BUILDING

405 L.E;XINGTON AVE;NUE

NEW YORK, N. Y. 10017

December 5, 1966

SAMUEL E.DARSY (1867-1936)

WALTER A. DARBY (J889-1949)

SAMUEL E. DARBY, JR. (189J-J947)

F'LOYD H. CREWS [1899-1964)

CAElL-E: YEIRAD, NEW YORK

TELEPHONE (ZIZ) OXFORD 7-7660

Robert H. Rines, Esq.
Rines & Rines
10 Post Office Square
Boston, Massachusetts 02109

Re: University of Illinois Foundation

Dear Bob:

* I am enclosing copies of some correspondence

that may be of interest to you in the above matter.

•

mv

;;:;;;::="
Morris Relson

RECE\VED
DEC -6 \966

N" S AND RINESR\ t, 'CE SQU~RE, SOS10N
~O. TEN POST Off,
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SMALL BUSINESS AI?MINISTRATION
WASHINGTON, D.C. 20416

OFFICE OF THE ADMINISTRATOR

As an individual or corporate owner of a
U.S. patent, you may be interested in selling
or licensing it to others. THE PRODUCTS LIST
CIRCULAR, prepared by this Agency, offers you
the opportunity to describe your patent to
potential users.

Each month, this widely circulated publi~

cation lists -- without charge -- patents se­
lected for their potential value to firms look~

j.n·iS' for new or improved products and processes.

If you are interested in submitting your
patent for consideration, write the nearest
SBA office (listed on the reverse side), and
ask for SBA Form 312.

Sample copies of the "Products List
Circular," as well as information on other
services, are available at all offices of the
Small Business Administration.

Sincerely,

k-t~--
Irving Maness
Deputy Administrator



RINES AND RINES
ATTORNEYS AT LAW

NO. TEN POST OFFICE SOUARE

BOSTON,MASSACHUSETTS 02109

DAVID RINES

ROBERT H. RI N ES

August 4~ 1966

Hon. Commissioner of Fatents
Washington~ D.C. 20231

Sir:

CABLE SENJR

TELEPHONE HU88MlO 2·3289

Please record the attached assignment:

From: Blonder-Tongue E1ectronics

To: Blonder-Tongue Laboratories~ Inc•

.!'at. No: 3~259~904 -Issued: 1/5/66

For: "J\.ntenna Having Oombined
Support and Lead-;in lJ

Check in the amount of $20.00 payable to the Oom­

missioner of Patents is enclosed to cover the recording fee.

Very respectfully~

RINES AND RINES

RHR:H

Enclosures
BY~~(~
.o~;nes
Attorneys for the Applicant
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ASSIGNMENT

KNOW AIJ:, MEN BY THESE PRESENTS:

That WHEREAS. BLONDER-TONGUE ELECTRONICS. a corpora­
tion of the state of New Jersey. having a principal place of
business at Newark. New Jersey is the owner of Letters Patent of
the United States No. 3.259.904. issued JUly 5. 1966; and

. WHEREAS.. BLONDER-'1iONGUE LABORATORIES. INC•• a corpor-
ation dUly organized and existing \lnder and by virtue ,of the laws
of the State of New J~rsey. and having a principal place of business
at Newark. in the said state of New Jersey. hereinafter called the
COMPANY. is desirous of acquiring the entire and exclusive right.
title and interest in. to and under the said Letters Patent of the
United states;

. NOW•. THEREFORE. for and in consideration of the sum of
One Dollar ($1.00) and other good and valuable considerations to
Blonder-Tongue Electronics paid by the COMPANY. the .receipt of
which in full is hereby acknowledged. the said Blonder-Tongue El­
ectronics. has sold.ass~gned. transferred and set over and by
these presents does hereby sell. assign. transfer and set over unto
the COMPANY. its successors and assigns. the entire and exclusive
right. title and. interest in, to and under the said Letters :Patent
of the United states. and any and all other patent rights that
may be based thereon. including all renewals. divisions. reissues.
continuations. and extensions thereof. together With right to sue
for any and all past •• and future infringements thereof and to keep
any and all recoveries therefrom;

. TO HAVE. HOLD AND ENJOY the same to the COMPANY. its
successors and assigns. to its and their own use and behoof. to the
full end of the term or terms for which the said Letters Patent or
other patent rights maybe granted. as fUlly and entirely as the
same might have been held and enjoyed by Blonder-Tongue Electronics
if no sale or assignment thereof had. been made.

WITNESS the hand and seaLoI' Blonder-Tongue Electronics.
by its Chairman of the Board. this 3rd day of August.· 1966.

(corporate sear)
RE:CorWf.D

U. S. PATENT DFnCE

AUC-81868

~(:if~
COMMISSIONCR or PATENTS
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Boft.COJIm1ulofte:li" pt Pat'"
WaeblapoD" D~C. ·20231

SU':

Blontlw-TOnpe.~ftm1...
Bl~"Jfoftaue.ftabo....to•••

3..259.904 -l..e4:·7/j!66

IIAnQmla HaVi. CoIlb1l'1e4
.. .. ~iot and Leacl-1!it'1l . .

Cheek 1ft'. iM _0Wit;\ 01' $20.00Para.bW '- the Oom­

mu~·ot fateltl. 11·..1084 to _":Ii" the ".1"4_ tee.
,,". ,', ' - ',,,,,'" - , ',-., . " ", :-:., " '. ,.', ' ' ;, '-,',! ,,' '" " r.
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ACCT. NO. DATE I INVOICE NO. I AMOUNT I TOTAL I VO. NO.

733 Aug 2 I 66 20 00 20 •00•

•

BLONDER ·TONGUE LABORATORIES, INC.
9 ALLI N G STRE ET

NEWARK 2. N. J.
FORM No. 66501 74
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MODEL NO. DESCRIPTION LIST
DEALER NET SHPG.WT.

DISTRIB.
1 6 12 (LBS.)

/txP S' o )n

::::'W' COLOR RANGER - 3 "IX /+2''' b"'1
/'

Three-element. log-periodic
3VH F/FM antenna. Pure 13.45 8.10 7.40 6.85 4.95

aluminum construction.

Boom Length: 19 Ys N

COLOR RANGER·3

~ ---.J
COLOR RANGER - 5
five-element, log-periodic

- n'AI 1/ VH F /FM antenna. 22.45 13.47 12.35 11.45 8.30 6
lridi te-plored aluminum.
Boom Length: 4' 9l:\ N

COLOR RANGER· 5

.~

iiirrrfl
COLOR RANGER-10
ten-element, log-periodic
VHF /FM antenna. lridite- 38.25 22.95 21.05 19.50 14.15 9
plated aluminum.
Boom Length: 7' 9 N

COLOR RANGER ·10

.~
00

U-RANGER UHF add-on
antenna for Color Ranger

e: antennas! above. Attaches
to above antennas; uses 8.95 5.37 4.95 4.55 3.30 2

same downlead for UHF,
'",~ without couplers.

U•RANGER Length: 13"

SHIPPING INFORMATION
Freight will be prepaid by Blander-Tongue on all orders
exceeding $500.00, when such orders are shipped to a
single destination, Freight on all other orders will be
paid by the distributor FOB Newark, N.J.

•
TERMS: 2% 10th and 25th. Net 30 days.

FOB FACTORIES, NEWARK, N.J.
ALL PRICES AND POLICIES SUBJECT
TO CHANGE WITHOUT NOTICE.
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HARRY A. GILBERT

BLONDER-TONGUE LABORATORIES, INC.
9, ALLING STREET, NEWARK, NEW JERSEY 07102

PI.F.ASE RETURN THIS

TO
~

_-Sept. 16, J966--
DATE

,..-----------
SUBJECT

Univ , of Illinois

Dear Bob:

Enclosed is your copy of the dictation you gave me over
the phone today.

Ike checked the answers over•••• everything should be in
order••• ( i hope).

..
"..c
"
..,........
'"'"c

5 IGf'l ED
--------------~~

103 SR ADDRESSEE - RETURN WHITE COpy
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AXEL A. HOrG~ItN
ERNEST A.WEGNER
..JOHN REX ALLEN
WILLIAM J. STELl-MAN
JOHN a.McCORD
BRADFORD WILES
,JAMES c.wooo
STANLE:Y C. DALTON
RICHARD 5.PHILLIPS
LLOYD W. MASON
TED E.KILLlNGSWDRTH
CHARLES L. FlOWE
JAM ES R. SWEENEY

w~ E. "ECKTENWALD
J>F:l.STAPLETON
WILLIAM R.McNAIR
JOHN P. MII-NAMOV)'
olLLIS V.ALLEN
W.A.VAN SANTEN,JR.
JOHN R.HOFFMAN

L-AW OFFICES

HOFGREN" WEGNER,ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

September 27, 1966

...'

TELO:PHONE

FINANCIAL 6-1630

AREA CODE 312

Square

Mr. Robert H. Rines
Rines and Rines
No. Ten Post ffice
Boston, Mass. 02109

Re: University of Illinois Foundation v.
Blonder-Tongue Laboratories, Inc. v.
JFD Electronics Corporation

Dear Mr. Rines:

Attached please find copy of Notice of Taking
Depositions served upon me today. I am sure that we can
change the date if it is not convenient for you and the officer
of Blonder-Tongue who will be the witness.

So far as I am concerned the week following October
7th will probably find me out of town most of the time. It
is now contemplated that I may be in the hospital for check­
up purposes for three or four days during the week of October
17th. One of my partners, of course, will be available to
"assist you if the deposition has to be taken while I am
not available.

Yours very trUly,

HOFGREN, WEGNER, ALLEN,8rELLMAN & McCORD

•

JRA:DB
Ene.

(Jft2/!JtJ
I I .

V6hn Rex Allen

RECEIVED

RINESl\ND RINES
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MAY A PIl.'l'EI!EE S'llE FOR INFRINGEMENT

WI'l'HO'l.1rJOINING AN EXOLUSIVE LICENSEE?

" , .'

, '. ' -

We are presented with the folloWing problem.

"Il. is assil\lnae of III patent andg1"Wlts an exclusive

. license to B.

Q 1$ alleged to infringe.·

A sues c. but B is not joined as a part,.
'- "

Is B. the exclushe licensee a necessary party.

It llIO. any cases in Illinois 01" that Circuit?ll:·

We have. also, the following additional information:

First. Th!;) "exolus1ve liceooe to B" is fora

particular field onln

Secondly. C ill charged wi tl1 infringement. in that

.. preCise partic\l1lir field J and ... ,

Th1X;llly, the! exclUillve l1cena!e is required to pay

··roy.1t1U. whel"e~ore an invasion of tbe:f'ield by the infringe%'

o will affect the fins nO,:tal l"eturns or both A and' B.

NEC$SSAflI Il.l!ID ·INDISPENSABLE

PARTIES

the wora

The Ncr Cl

There is also a subsidiary question relating to

"necessary-.ln thee%pression "neOellSlill'y!pa;r;oty".
';1, .':" '. '" " i

"neOElSIl8;r;oylt should probably bave b.een

"indispensable". In this connection. ref'erenoe may be made

to Barney v. Baltimore Oity.1867~6 Wall 280. 28~j.l
, .'.'" - - : ' . <",' 1



There 1s a clus of persOris hav~ng suoh
relations to the matter in oolttrovers)f,
merely fomal, or otherwise, tbat ,
while they ma1 be called proper .parties,
the oourt will take no account of the

,,,,m!;ssion to ma.\l:e them parties. -. Tbepe is
another class of peNlons whose relation8
to the suit 8.:t;'ellluob that,' if' their
interest and their absence a1'e f01'mally
br<>lightto the attention of, the oourt, it
will require them to be made pu·t1&1l if '
Within the jurisdiotion befol"fI deciding
the ease. But ltthis cannot be done
it will proceed to admihister suoh rehet
u may be in Us power. between the '
parties before it. And there is a third'
c1alllS, wbase inhrests in the SUbject matter
of,the suit, and in the, rel1ef sought, a1*e
so ,bound up with that of the other parties,
tha,t their, legal p:t"<9lll1mce as parties to the
pro,ceedina 1s an absolute neee,l\l1t;y. without
wb1chthe C9,UJi't cannot proceed. In such
cas,es toe cowt refuses, to entertain the suit
when these parties cannot be subjeoted to lts
jWisdictlon. 'There, are oases in wM'.ch.
qudting from a prior deciSion, Jl a f 1nal ' decree'
cannot be made without, either arteot1na that
interest, or leaving the controversy in such
a c'ondition that lts tinal determination may
be :Wholly inoonsbtent With f/quLty and good
conaoiencEhII

, ' , ' :

The second elu$ of persons here mentioned mll;Y

be termed ftproper" or "necessary" parties. The third'

clan are, in the "indlspeneable"olass. As will appear
, '_, 'c

. .' .': " ,. : >.;

The dl.stinct1on is ot lmportllmoo for several

adjudicate the case Without its presenoe.

hereinafter. the "exolusive licelllletl 1$ in' this instanoe

"indlllpeneablell • It is also a "proper" or "neCeUllryll

party,'and the OOUJi't will ol'osr, it to be made iii party 1t it
-: ,:' " " "\;," ::""" ",I -'

is within the Jur1sdiotion.As mere11 a ilproperl' ott

IIneeessarylt party, however, the Oowt oo1.1ld proceed to'

reasons', not the leut of Which 1B that, in the,cas$ or a
:,," '" ".: ",.:/ " 'C .. : '",,;:,'

, IIpr~perll or llneoessaryll party, Rule
, ,- ,

l'lule,sot' Oivil Prootllltire requires that anan,lIIwerbe 1'1,1eo,

I

I



" . ' ' . ,

. totbe compllil1nt, but that, in thecssElot an "indispenlUlble"

Rule 12, li'.R.C.P.Dei.'enses eta.

(b) How Presented. EVlllr1 defens$
be ass~:·ted in the respondve ple>llding thereto
it oneie required, except; that .the followlng
defenseS may at the option ot. t.he pleader .
be made b1 motion: ,.' •• (7) failure to join
an indispennble party.

I
. I

continued,

... .3-

.':-.' , ,'.',,; .

the tl'ue Pelr'ty in 1nt$r6st, and, tberefo:re,. the partY'

A bolder of any of thue three rishts;
" " ' .

1s an allllltgnee, vested wUn .

lla t l t le l n so lllUeb of the patent ttselt,
with a right to $ue lnfringe1"s, in the
Uoom'l .C81lft t jo1nt1.ywitb the alUllgnor, .
in tile first andth1rd caselil, 1nthe name
of the aUignee alonl!l.1l

Thts last quotation ·i$ to the effect that the

assignee, evbll though termed ian l1 excl usive . licensee" ,



. ~~;riM!;'~'f'~""
to sue, in the cue of the first and tbird ellilt!S6lh In

./.~p.,# . II 11
tbe (HIM of the seao class., he 18 r'equlred' to aue "jointly

with the aslllign~l!; 'bees . e doe~~not have complete title
'A.. . . . .

totbe pst/mt. He bas t1t).e to Gn1y"an undevldedpl1ll.Jb·2<or
.~~t ,;'1'iitl#<'iI?Nt"l ff~

shave of tbat axolusiv....rigbt. lf
. 't}~~ owner the 1'0 ll\lng'

. ~tet~·. .; """
"part or share" must tb/!ll%'efore join; 1n' "he it. n~" el:' thltt

toe defendant mily not be compelled to beoomesUb~:(Ited to a'"

.later suit for 1nfrlnS;Gnlent of such remaining psrtor.' the

patofl,t. .' . . . ' '.' .

Tbis was explained in' I dependent Wireless

Telegraph Oompany v. at1011 of America, 19~6, 269

u. S. 459,' 462. ~~be S.upreme C t .found fA way to solve tb~
problem, pages 474-475 ot how / ~ 1'01'06. an unwill1ng'

. l1ee!:lso"',wba is out ot tbe jurisd1CtiOn, to become .a. party

to an 1n1'r1ngel11ent suit by n ueludve lief/nliGiIi':. ~hougb

we aI-enotcotlceX-l'i.ed with tlt aolution bere, there i&

'''7:.

J4-

, "'" , '-, " ' '-:' " '" .

l'usonins intheop1nion,' for e,.~ple, psge 466, tllatml1lY bo
ot iJtar«lstto ue' also. / The S~prema Cout't gave' two rUS(l~

'. for ~t,. decision. One f tbem,psges 466-467. was tibet '

the ~h~n patent laws, Ii.s. Section 4921" rtHluirfH3 tb.owner
!. !'. . -. . : .'; ,

of tna patent 1n SU1tto be thepla1nt1:t':t'~ . The eox-x:espol)dlng

present statute is 3:1 u.s. o. 281 and 100 (d) .'rhe otber" ;

realllo:n~however'Wb~h 18 of interest bere, wa~, pagel#l, '.'

tbat " . / .' • ..••. . ," . . .

>tin. mOf/st: esse.s to enable the .alleged .."
1nfr1 er to f'Elspo.nd in one action to .
all clbls of ~nfringement for' bifi" ....

. act arid thus ehhl')~ to de.ffult all . .
oldn;. in the onlll .action, 01" bysatbfylns .
one ,liverse decree ~. b. IJIllsubl'lequent
80t1 ns .• tl . "

, '-'--, t - ,,
I
I
I

l
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I

This second reason 18 as appl1cablG in caSes

where toe exolusive licensee sues alone as whCJre tbe patent

owner sues alone. In both situations. the defendant should

not be. compelled to bliloOllle subjected to a seoond suit. Whether

by the exolusive Heaneee or the patent owner, atter having

become already once subjected to a first suit by toe patent

owne1"or exolusive licemee, rellpect1.vely.

This second reason·Vlss discullsed also in

Bakelite Oorporatton 'If. Lubri-Zol Development COrporation,
, ' , , . ' :"

1940, D.C. Del, .34 F.Sup.p 142. 144 «.: That lillS a de olllratory'"

judgment, suit II end the quest ion raised lias whether it was

suft1.cient to sue the patent O\'lnor alone, Or Whether 1t lias

neoessor:r t? join the exclusive Hoensee. The answer was

in tbe negathe. The reason for thisanswerwassill'ollowst

tllf a patent should be sustained in
an equity s u1 t .for lntringement the mess ure
of damages in ·the accounting would be one'
rlleasure 1'01" the patent owner- and a ditte%'ent
measure for the exolusive licensee. The
rules Qf' equi101 do not all.ow the patent

. owner to reCOVf;lr thf,l C1llllulge$ sustained 'by
the exolusive -lioensee. Thus the exolUsive

. ·l1eensee must be joined to reoover bis own
d$ll'lages and to present a seoond suit th,erefor."

That is all that· is neoessary .for our purposes, berth 'rha
, ' .,. " .,'" " .' '. '

following is Gf oo·;lnterest for present purPoses,

nIn a declaratory judgment suit
as to the valid1t;r and scope at a patent
tbe.re is no patent aocounting end the
reason tor the equity rule With respect
to the joinder ot an exclusive license.
does not apply."

It is with thll seoond class of excluaivel.1censeelll.

disoussed in the Waterman cal'le, that we are here concerned.
.. " , . - ", ,

~:he question for deohion is whether the owner of the

remaining part or share of' the patent may alone sue, without

joining the exolusive licensee.
" 'I



Under the Waterman case, to sue

"jointly-" wi th the It is well known,

furthermore. snd. therefore, not require t·esearch.thst,

it B, instead of A, plaintiff he oould have
,

forced A to join

si tuat io~, where

join in the suit.

This, however. is the reverse

know whether be can foX'ceB to

t2#l~" ' /' t:~1
SEVERA~A(j'l'HOR!TIES$~IN~\ THE

EXOLUSIVE LI CENSER AN

INDISPENSABDll PARTY.

,i' '

p
~:"_.-

Judge Lowell, reasoned:

, --'In il""V'ar7ea;'l;-;;;;:'"';;;:~;;r;:'R~~'''';';~'~ing
, I '

Arden 111, 11 F.e. P.391, no. 6006, 1979, C.a.Mass. p)9:h
'l, if

, :. ,0 '

lIean an exclusive li~nsea
maintain a bill in equi ts for infringEllI.W!nt
:without joining the patfntee? And cam the
patentee maintain one ~41thout joining' the
licensee'J" I answer bojh of these questions
in the negative. 1I l ' ' ,

Th~~, ~owever, is perhaps not I good authority, ·1;>ecause

Judge Lowell continued; I ' ' ,
"By an eXC1~Si"$ licensee I mean ane whioh

, qoes, nut amount:t an assignment, 1;>y reason
of SOllletl'l1n:g rose 'vod to the patentee, as in '
Gaylor v. Wlldar , 10 How. 51 u.8. 1177,' ,
Where the paten " e exoepted out of bis. gra!?-t,

, the rigbt to lIla~e the machines within a oertain
, , part of the ta~'1tory granted; or InSeVe:t'81

cases like thi~.at the bar, in Which the patent·
, has been divlqfed by subjects and the fP'Emt 1$

to lIUil,k:e certaJn artioles exelualvely. .. '
f

But Judge Laf;ell before the' Supreme Oourt
I '

did, in the li/atar~anrase. So let us examine later authorities.
, '. ~ _, _~ , " . . , :'. _ "":.:, i '

I would Ita first to invite attention· to a dlctUlll

in Radio G'J't'poratit of America v. Emerson, 192~. 20i1'., 296

1". 51. ,In that c~e, the Radio Corporation broUght suit, as
'/J', ,
r

I
,{

I
t



:' '- '- " " ,,', ,-

sole plaintiff, for infringement of patents under whloh

1t Was exclusive Ueensee in l'lJ.lltr1cted flelds. pbading

that the American Telephone and Telegraph Company, the owner

of the patents, .:Ntfused to join as. a pl~:l.nt1ff~
For our purPOSElS, the pertinent part of the deo:l.lII1on,

: '"" " , ,C( ,

In sUPPot't of thls holding, the Court oHea

Burdsall v. ShaUol. 112 v.&. 485

" .'

in1'rtngflinl/mt as owner, wtthout jOining the aaUa OOl'poration•.
: ',,'" : "e': ' '

.

as exclusive licensee,

"In suit. for intringl\llllent for invasion of
the tields covereCl by these licenses. the
appellants could, .'1n equitl. pl'opel'ly
plead the ..baenoe Qt the Radio Oorporation.
as ll. party. II . . .

, ' ' "" " " .

:I.e the dlotUlll, on page 55, to thEl e.f:f'act that, it the Amerioan

Telephone and Telegraph (lompany had sued tue defendant 1'01'

and

: ,,' '" ,';.... ';, """, " ' , ,,' , ' ' " ,,', <, ," :~ ': -; " , " '

In Brogdex Co. :v:. FoodMll.chinery Corpol'atlon,

v. Oonkl1n. 1.45 F. 955.

These two <Hllses. however, dealt with oaaes in Which the licenses

were not exclueive. Tbe Court continued:
--:1,,"; - :' " . ',:, ' ' - ' .. ', '

."In l'l suit in equity, the genexoal ,rule
is that ell the persons lnterestea
$oou1d pe msdepartlu in ordeX' to
dispose 1:>( all the clalms and' end the ..
Uti-gatton. Any party who wUl be
directly affected by the decree is a
neoessary Oli' indlllpellllnb le PSli'ty. and
where lil party may be: directly affected·
by tbe decree, e. court or equU;r w:l.ll not.
pJl'OCMd w1thout h:l.m. 1.t' be 18 within the
jurtsdrct10n of the oourt. 1t

1936,0.0. Del., 16 F. s,uP;P. 228, tile defendl1nt fUed fA
-'," ' ,

motion t6 at-smiss· upon the ground that the 8u:l.1; had been

fUed by the patent owner .without joining the exclusive

lioensee. .It appured tbat the defendant. ",as 11kewise a



licensee, though a bare licensee, (apparently a sub..

licensee) and it appeared rurther that the suit against

defendant might have been either for patentintI'ingell&nt 01'

violation or the terJUs of the defendant's non-exclualve license.

Oourt,

,

Thecomp1aint, it appeared, was based upon both grounds,

praying for both an injunction and for violation ot the

terms of the license contract.

The Difltrict Court held, page 230, that, irrespective

of Which of ' these. two grounds of suit was involved,' the
• I " ~ ". "

·exolusive. licensee, as aueh excluSive licensee. was' an

. "Upon the question of the valid! ty or
extent of the patent rights, the
a1:<sent party here miljiht well be an
indispensable party, .

. .: ":, ,: -",' , ",,' " .', " - .', "., ,:

thisw8S not necessarily the case in the. p1"esent sun,

which was for violation of the Hcem. contract:

."On the question of contract rights, th$
abcent party,although a. proper party,
might not be an indispensable party". "

, "'. " ',," , ' ':,
Toe Court ruled that the excIuatve licensee was not an .

. ' , ,- "

indispensable party in this suit for vi ola tlon of t.116
, :.','" I, , ,

lice me contract, and that the rights of absent part+es

could be 'saved in the decree. without making ita '1'a1('t1'

. There is language in this cue. by the Dis~rict
, , .c.. ::. ,, __ " ".. " , _','"",,' -:: " " :.' - "", I,: ''':' <:. :'

page 230, not overruled by the Court of Appea.ls,
, ' ,c. -, ' ' , " " , ':, I'r' :

from the point of Ii, suit tor patentinfringeijlent, ;that 1a

of interest in the present connection•. Wbether fIlOlll ;the

point of v.1ew of inf%'lngement or violati~n of tbel1cense

contract,



"The rights alleged· to M violated
by defendant are the rights or"

the. exclusive licensee,

"and the damages occasioned by
defendant's violation of said
license agreement and damages"

again to the .exclus1 ve licensee, who

ltiB the eubstantial party pldntUf. The.
only interest of Bt'ogdex Oompany is
tbe receipt of royalties rromtl

the exelusive licensee.

"The of aueb royalties is
the result of defendant's contract.

An exclusive licensee is an
indispensable party in such a suit.
The general prinoip1e is that 8 oourt
of equity oannot make a final decree
in the absence of an indispensable .
party, indispensable in the sense thst
no decree oan be made on tbe merits of
the question that will not ne6E1lluril1
and ineVitably affeot the interests of
sucn party.1t .

As before stated, the Court of Appeals appal'ently

approved these holdings as proper in a su1t :for patent

infringement, as disting~ished from.a suit for violating
, ,I,

.the teI>lllS of the license contract.

Bakelite Corporation v. Lubri ..Zol Development

Oorporation. 194.0, D.O. Del, 34 F. Supp.142. 144, was
,,' - - - '" - , . ',":

oited /ilbove for the proposition that it is not necessary
• , I

to join an exclusive licensee all a defendant in iii deolaratory..

jUdgment action. If, however. the patentee has parted with

his int$rest by an exclusive assignment, he is no longer an.
,I :" "

"indispensable party. If
.' ,-" .- ; .

, Tbis was he Ul in American Type Founders. In<h v.

Dexter Folder Oo~, 194.3. D.C~S.D~N.Y•• 53. F~ Supp.602. 604:

I

I

I
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I
I
I

I

I

"The patent in question relates only
to features tor printing presses snd, the
patentee hBS granted to Dexter and Harris
between them the exclusive right to make, ,
use and vond feeders, for p:t'inting prellllles
throughout the United States".

The Court canol udetl

,"that the agreement is an assignement of
the entire patent to l)6xter and Harris
which includes the right to sue in
their own nsmeswithotit joiniilg Baekhoule IllS
plaintiff • • • since Backhouse has parted
with title to the patent Sind 18 not an
indispensable party. fl '

In that case, the patentee had provided 1'01' royalty,

paymenU~ and aleo reoeived a license back to, sell in Great

Britain, and the Court ruled:

liTtle reservation of a royalty does
not prevent the sgreeni.enttrom being an
assignment • • •

The tao'll that Backhouse reoeived a
license to sell BritiIBb feeders tor British
bui!t mBch1..ne 8. does, not defeat an
as s1..gnment."

The eourt ruled further that Backhouse. the

l..nventor ~ was "not an indispensab'le party-II, but' that

"narri,s fs a proper party". , ' ','

. The "indispensable party", acoording to this dech1on,

therefore, was, not the patent owner, but the exolusive
. , , ._'

licensee, Dexter (and also Harris" who was called a "proper

party") •••

In Paper Ckmtalner Mfg. Co. v. Dixie Cup 00.,

1947. D.O. Del•• 74 F. Supp. 389. 396, an applicant tor patent
, ,', ' ',' -' ;

assigned hiS applioat1.on to the Reoonstruction Finance

corporation. (!t was really a mortgage.) , The applicant

tiled Buit under R. S. 4915 without joining the R.F.C~• The
,

Distriot Oourt held that the R.F.a.wae an indhpenSable party,

retuse,d leave to amend the oomplaint so as to join the R.F.C ••

and dismissed the suit.

-10-



Tbe Courtot Appeals, 191' .3 Cb-., 120 F. 2d

333, 337, oertiorari danied, 33Y. s. 909, agreed on

everything. except that the ~n<.'llnent to the complaint should

not have been retused. Th,lOOU1"t 01' Appeals he1dthllt the
. !

applicant and the R. Fo}i. He:re both lndhpensnble parties.

To the sliIll1e ,{1·tect; Reldio Corporation or Anlerios

v. International S~dard Eleotrio Corporation, 19$6, .3 011'.,

232 F. 2d 726, 721. .
In lil. iii. Bliss Company 11. Cold Metal Pro0611s

.

oounter-olaimant" had not joined a~ exel~ve licensee. The ,
/,,;,IIp /t'l.J Q, (;:::t;{i~1'I"""f ,:f/ftkt4~~

Court apparently agree't\that tht'S W'buld have been .QB~I "t

it the faotS had established an Elxcludve l1cense'."",~u't held
'~'-'-~"":"_""~~"''''''~·-''''''''''''~->''''''''''.''''''i'~ ',.", -"/';' './ '.

that thElre was no exolusive l1cell<ii'$",,:,'i)'i'fd1fllJ''e,"-page/1J2,
. -' , - t .

I'tbe licen!\lG must endowtbe liconaee W,:'th
rights tantQlllount to an assignment of tho
pntent~ll. /

I
. and that, 1n the. case b~fore thll OOU1"t, .the ¥lcllnaEl did

I
not Qonfer "sucb a bundle or rights". Thof1oensee WIlS

therefore "not an indispensable party to}he counterclaim".
!- , ' i

The o1:t'cullultances attendant yPon a ClUe may,

::t:::a:;o::d~::,t::4;:n::::::::~1:08::::.A~~~:i:::: :;r.
. . ,

j

1947, 4 Oir., 164 1<'.20 260, for "xsmple, an exclus1ve
;r

licensee, the Sohering Corpora~on, was denied leave to
" l" '-: -

intervene in a Iluit for infrJh;.;elT1Emt upon the ground that
, I:',

the excludve-license contiact expressly provided that it
j

would haVe no right to i,n'tervene,
. -', ,,- ,', /l'- - _ . _', -. _ '

" and also b~atlsEl of the absence of.' Ilny
showing t9tt the Sobering Corporat10n' e
rights umJer that agreement would not be
adequat~y presented even th<HJgh it was
denled,f:he rlght to intervene at this
point(

I -..

The deo1s1on ot the C:)Ul"t or Appeals did not even lIle.ntion the

-er.../~>



point, though the Utle of the cue. included the

parenthesis: (S~hering CorpoI'ation Interventor).

As an·other example, reference may be n:tade to

Parker Rust-Frob:!' Co. v. Western Union Telegraph Co.,

1939, 2 Gir., 105 l".2d 976, which prtultmted Ii cIlSe where

;3. Walker on Patents, Deller's ;:Edition .. 1937,. p. 1822,

Section 541, nyu

lIWhen an equitable owner brings a
sui t in equity in the name of the holder
of the legal title alone, the defendant
may, by means of a motion of the Court.
compel the equitable ON ner to become a
eo-complainant in his own name, if that
action is neeees SI'y to the protection of
the rights of the defendant,

oiting cases; and,

4 Walker, Seo. lB81D p. 2666, says further:

llro equitl, the exclusive license and
the patentee should generally maintain
the suit jointly,

citing further oases. Another test is

3 Moore. Seet. 17.11 p 1354, at p. 1358.

All the eases discussed above have involved eases

of the first claas disoussed in the Waterman declsion. We.

however. ss before stated. aI'e interested in oases involVing

the second olass.



Tn at The Stilllle Rule

, '.' ',' :"" ':, ,-"", !

. In The Waternum Opinion

Applies In OQ,nnectton W1th Exclusive

Moe t'llleS Of TbeSeeond Olasll D1UUIl$Od

Authorities Holdins

,. .
Two authorit!ea that may be cited under thh title

£ll"e of a negative, rather than a positive, charaote%'.
, --;,'," , .;

In P.R. It1allQry & 00., Inc. V.AutoMotive !'ffrs.'

Outlet, Inc., 19,30, D.O.S.D.N.Y., 451". 2d 810, 813,

ror example, sultWas brought for infrlnge"lent, without

join1ng exclusive licensees. The exclusive UCeIUUllea,

however ,were in various nelds foreign to the field

Reviewing a large number of

I

no such Joinder was neaessarY:

"While ther. are a number of oases ..
holding that an exclusive licensee l11ullltbe
ino1.uded aa a party plaintiff. it wae undoubtedly
upon the theory that an u:clus1v& lie.nlle. bad
e:ltolu$1ve equitable %'lgbts in the matter 01'
field involved" It . .

~: ;

. . ,.: .",' ,

"suoh lioenllee 11ll not atfected and no good
purpose would be served by fQ%'c1ng it to
become Ii party plaintiff" .

In Fauberv. UnitedStlites, ~941. Ot.Ol..

8upp. 41S, 435, as Mother eXtillllple, the ow~r of a

patent llued wi thom joining a licensee whose l1cense,though

exolusive, WlaS in a limited .field only, dUflilrtmtfrom the. field

involved in thfl s~lt. 'rhe Oourt of Claims beld that, so far

'. 8lil that particular SUit, relating to a d1t'ferent .field, was
,

conce!'ned, the lioe nUe was not even lil neoesaary pa1"t;y.

Both these eases •.SIl before stated, were of a
" ''', - "',' ',' '-', c.r, ,,': ,:

negt'lt1 VEl. chal"aeter. They reI ate to s UlUati.ons where •

. . becaue. the lllatter in. 8uit. related to afield different



trom the fields of the exclusive licenses, it was held that
"'.', ,.,: ". ' ,

it was therefore not neceSl'lsry to join the exclusive l1cens~es

as plJlrties plaintiff.

Anothel" OIUI$, Pope £'lanufacturing Co. 01'

/

Conneotiout v. Clark, 1891, C.C.Nd., 46$, 789, 792, thougb

not really pertinent, will be discussed, for What it lll&y

be worth, in the Appettib.

All further that will' be cons'idered bere 1s tlNlt,
, '.,

even it a par~y ia not "ind1flpeMable" , but only' "necessary",

he may etl1ibe ,added salilplU'ty. to the atilt SJr the C~UX't
can acquire jl.lrisdietion

. .'- ,

Referenoe may be made tirst to

(Note. Rule 23, relates to
class actions. '.,

SubdiVision (b) w1l1 be discussed presently.

The seCond sentence' of (a)' Qo;"fonn!l to. Independent Wl.N:l1eu
. 'telegrapb aompa~y v.

Radio Corporation 01' 'AmeriCa" 1926, 269 u.s. 4$9)

(b) Effect otPailUre to JolU' Y~hen .
who are not 1-ndiapenllable • • •.'.

(Note. It is our eontentiontbit the'
exe'i:udve liclHlIIee is tnt'll. pens ab 113 )

(Note,however, tbat this Rule 19 distingu1!lhes

between Ilneeenarylt and lt1.ndispensable" parties. Aecord1ng'

to Rule 19 (b],floo'elHlary" parties "are not indispensable".

ThoU8b theY ()~ght to be pa:rtle~ to

, " "'. :". • r ,,' , " ' •

.Rp.le19, F.R.C.P. Neo~sf!Sr;r Joind.l' of l'al'ths
,,' " -"\.,-,

(a)' rfeoeUa1"Y JQinder.8ubjectt,o the
. provisionlll of Rule 2) and of liIIubc;Jivhion

(b) of this rule, persons haVing a "
joint interest llhaU be made parties and
be. joined on the Slil:me side lila plaint1t'tfl
or defendants. When a person who should
join as a plaintiff refus lUI to do so. he.
maybe made a defendant or, in proper
cases,: an involuntary phintlft.



the C&u may neverthtiless be tried in their absence.)

(Even ':nUElSSliU'Y" ptWtie$, nevertheless I llU1Y be

compelled, on motion, to be Joined. Such joinders may be

waived, however, by failure to tile a suitable motion

reasonably. See RUle 21, IIMis joinder endN<m.. Joinde1" of '

, :.' '

now. to the authorities" tbetol.lowtng, two

-15-

reverse of the soluM-on in the Indepetrlent

1926. 269, U.S. !f59. but considered that it

Us flneoessal:'y~t party (not indispenSable. .
bu.t on the other band not nominal)
and it ought to, be made, a party if that
oan be done wi thout depriving the oourt of
jun1sdiotion of the parties now before it.
F.R. 19(b). .

to be the
.

Wtrelesl'l OlAlle.

., "" "

The Oourt pronounoed the solution presented in th1s

will sUffice.

In ,Dental

Caulk Co. f , Ine •• 1947. D.C.E.D.N.Y. 7 F.R.D.

, example, li: patentee. after fil iug suit for infriuBement.

moved, to !llJlElud tbe oomplaint by adding as an "invi)ltmtary

plaintiff\!, the CouaoHdated Diamond Saw Blade C91"pOrat1on.

whiob'hsa lIoer t a l n excl ua i ve rights in aa~d patent~lI The

Saw Blade Oor~pany declined voluntarily to join as oopla1ntltr.

'The defendantoppoaed the motion arguing ~ha~
Saw Blade W!!IS not an i.ndiapensableparty.

Tbe Court he ld. however. that Saw



- ,'-, . " , , .' ,. ."

Secondly, a patentee is not compelled to join

. ,-- ,

and, accordingly, be is tt10ugllt to be a proper party

oOmP1alnllnt.

!.:, , , ' '

oontract) Without joining his exclusive licensee or licensees

whose l1censee or licensees embraoe all fields of the patent;

and', ,

'improper joinder or parties complainant, I think the bill prima

GONCLUSION,

There may posslbly be one link missing ln toe above
, .: ,,' • r : .:, ,.-.:0, ,,': _:__:',:," .;1"._>",. ,::

chain, ntillllely, that there is no authority detini t611 holding

that an exolUl!live UO(\)nS6 in a partioular 1'leld must be

joined as party plaintltf in a, suit for infringement against

a party whose infringement Ues in that very same 1'ield.
':'" "d " "

been established. howevar, that:

First, speaking generally, a patentee may not sue for

infringet1lent (though he may for violation of a l10enae

not neoeSlle.;ry to make the reverse dec'!s ion, sinoe the aarne

result could be obtained in another manner.

This eSII€:) has never apparently been oihd 'in any

CIlSe is:'

Dlilimler Mfg. Go. v. qonkl!..n, 1906, C.C.S.D.l-j.Y.

145F. 955, 556:

Referring to the' objeotbn that. there Is anI
I

I
i
•j

I
I
I
I
I

I
I

I
I

I
I '

I
I

I
I
I

I
I

I

I
I

I
I
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I
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APPENDIX

Pope Manufacturing Co. of Connecticut v. Clark,

1891, C.C.Md., 46 F. 789, 792.

In that case, the plaintiff, Pope ManUfacturing

Co., acquired title to an Overman patent by assignment from

Overman and the Overman Wheel Company. The Overman Wheel

Company retained the right to manufacture and sell pedals,

call them A pedals, under the patent, but not the particular

pedals, call them B pedals (which were all pedals other than

A), it was now agreed, the Pope Co. was to manufacture and

sell. Accordingly,

"It is clear that the legal title
of the Overman patent is in the complainant,
and that the Overnlan Wheel Company is only
a licensee".

The important question to be answered was what was

the nature of the license. The Overman Wheel Company,

the court held, was the "sole" licensee, insofar as pedals

A w~re concerned; but that "sole" right was a license

reserved by the restraint of sale of the patent, and was

not an "exclusive right", as that term is today used in the

law.

Several opinions so construing the assignment contract

will be referred to hereinafter.

The alleged infringer was manufacturing the A

form of pedal that the Overman Wheel Company was manufacturing,

not the B pedal that the Pope Company was manufacturing •

All this is gathered from the following actual

wording, page 792:

"The complainant acquired the title
to this Overman patent on June 10, 1886,
by assignment from Albert H. Overman
and the Overman Wheel Company, and by
agreement of that date it was stipulated
between the same parties that the Overman
Wheel Company should have the right without
payment of royalty, to make, use, and sell

-17-



the inventions described in that patent,
and that the complainant would make, use
and sell pedals of the form then made by
the Overman Wheel Company, but that the
complainant and its licensees might use the
form of pedals then used by them. or any
other form not substantially similar to
the form then us ed by the Overman l-iheel
Company".

the Pope Company. which was manufacturing the different A

pedal.

The Court held that. on the other hand, the Buit

did not concern the Overman Wheel Company. either. because

"this affects only the question of damages. and need not

now be considered".

Apparently. the question was neither raised nor

decided as to whether the Overman Wheel Company should be

joined as a party plaintiff.

P. 4. Walker on Patents, Deller's Edition. 1937.

Section 431, page 1640. comments:

"But the holder of a license less
than exclusive must not join in a suit
in equity for an infringement of the
patent under which he is licensed
even when the infringement consisted
in making and selling one form of the
patented invention, which the licensee
was exclusively licensed to make and
sell (Pope Mfg. Co. v. Clark. 46 F. 289,
796 (1891).

It would appear that the use of the word "exclusive".

toward the end of this quotation, Was not in the sense that

this term is ordinarily employed. It was used in the sense

of "sole". No question of exclusiveity arose in the case. As

an "exclusive" licensee. the Overman Company would have been

-18-



required to be joined as party plaintit't'; as a "sole"

licensee, it was not so required.

In subsequent proceedings, Overman Wheel Co. v.

Curtis, 1892, C.C. Conn., 53 F. 247, 249, the defendant

pleaded defect in title. The Court overruled this contention:

"Under the assignment by the complainant
the Overman Wheel Company, ot' June 10,
1886, the legal title to the patent
vested in the complainant the Pope
Manufacturing Company, subject only to
the reservation by the Overman Wheel
Company of the sole right to make
pedals like the int'ringing pedal. The
two complainants, therefore, own all rights
under said patent, and are the proper
parties in this suit."

The decision was reversed on appeal, 1893, 2

Cir., 58 F. 784, but upon the ground only of invalidity

of the patent. The Court of Appeals did not rule upon the

issue of defect of title.

Now for the opinions construing the assign

contract in the Pope case, It was described as follows in

Sirocco Engineering Co. v. Monarch Ventilator Co., 1910,

C.C.S.D.N.Y., 184 F. 84, 85, though speaking specifically

of the instrument involved in that case:

"I think that the instrument, although
called a license, was in legal effect
an assignment. It was a grant of the
patent, with the reservation of.a license
to the grantor".

In Lock Joint Pipe Co. v ; Meller ,1916, 3 Cir.,

234 F. 319,321, the Pope case was ggain construed as

holding that the instrument in the Pope case was an assignment

of the patent, "though it is coupled with a license back to

the assignor or with rights reserved by the assignor."

-19-
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The last decision in which I have found this case

cited is P. R. Mallory & Co. Inc. v. Automotive Mfrs'. Outlet

Enc ;., 1930, D.C.S.D.N.Y., 45 F. 2d 810, where it is among a

group of cases supporting the following:

lithe alleged assignment (Plaintiff"s
Exhibit 2) is to be regarded as an
assignment conveying to the plaintiff
the entire right, .title, and interest
in the patent in suit, sUbject to
licensee in certain commercial fields,
and vests in the plaintiff the legal
title to the patent. lI

I therefore do not agree with the Walker text

above-quoted to the effect that the license in the Pope case

was "exclusive", assuming that the Walker text really meant

to use the term as different from "sole". In fact, the Mallory

decision continued:

"Therefore, I am of t he opinion that
the Elkin Works, Inc. is in a position to
sue, and that the licensees in the
limited fields, Radio Corporation of
America, General Electric Company and the
American Telephone and Telegraph Company~

which fields are not claimed to be invaded,
are not indispensable as parties plaintiff"

Difference between "Sole." and "Exclusive" License

Swain, Joseph W., Jr., Patents and Antitrust - Some Recent

Developments, 43 J.P.o.SOC., No.4, April 1961, page 251,

at page 254:

"Exclusive license" does not mean sole
licensee. Thus, a non-exclusive license
may be outstanding, when the patent owner
grants a second license, subject to the first,
accompanied by the promise that the grantor
will give no further licenses. ,"Jestern·
Electric Co., Inc. et al. v. Pacent Reproducer
Corp., et al., 42 F. 2d 116 (2nd Cir. 1930);
Paul E. Hawkinson Co., et al., v ; Carnell, et a L, ,
112 F. 2d 396 Ord Cir. 1940)."

See also Phi ladelphia Brief Case Company v ,

Specialty Leather Products, 1956, D.C.N.J., 145 F. Supp.

425, aff'. 242 F. 2d 511.

-20-
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LAW OFFICES

•
AXE:l- A. HOI'"GREN
ERNEST A.WEGNER

JOHN REX AL.LEN
WILLIAM J. STELLMAN
JOHN B. McCORD
BRADFORD WILES
JAMES C.WOOD
STANLO:Y C. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASON
TED E.K1LLlNGSWORTH
CHARLES L.ROWE
JAMES R.SWEENEY

w. E. RECKTENWALD
J. R.STAPLETON
WILLIAM R.M<:NAIR
JOHN P. MILNAMOW
OIl-LIS V. ALLE:N
W. A. VAN SANTEN.JR.
JOHN R. HOFFMAN

HOFC3REN. WEGNER, ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

August 26, 1966

TELEPHONE

FINANCiAL 6-1630

ARE:A eOCE 312

•

Mr. Robert H. Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation

Dear Mr. Rines:

Attached please find copy of plaintiff's

second set of interrogatories to defendant B1onder­

Tongue, which was received by us this morning.

Sincerely,

JRA:DB
Enc.

RECEIVED
AUG 2!) 1966

RINES AND RliHS
~O, TEN PUST OffiCE ,QUARE, BOSTON



AXEL A. HOFGREN
ERNEST A.WE:GNE:R
JOHN REX ALLEN
WILLIAM J. STE:LLMAN
JOHN 6. MoCORD
BRADFORD WILE:S
JAME:S C_WOOD
STANLEY C. DALTON
RiCHARD S.-PHILLIPS
LLOyb W. MASON
TED E.K1LLlNGSWO!9'TH
CHARLE:S L. ROWE
JAM E:S R. SW5:5:N5:Y

W. E.RE:CKTENWALD
J. Fl. STAPLETON
WILLIAM R.MoNAIR
JOHN P. MILNAMOW
DILLISV.ALLEN
W.A.VAN SANTEN,JR
JOHN R.HOFF"MAN

LAW OFFICE.S

HOFGREN. WEGNER.ALLEN. STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

August 12, 1966

TELEPHONe:

FINANCiAL 6-1630

AREA COOE: ara

Mr. Robert H. Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories and
Allied Radio Corporation

Dear Mr. Rines:

This will confirm the information given Mr. David
Rines this afternoon with regard to Judge Hoffman's decision
on our motions.

Judge Hoffman obviously spent a great deal of time
searching the law and read a decision denying our motions.
We have ordered a copy of the opinion from the reporter but
probably won't have it until early next week.

We were given twenty days
answer at which time I will present
Allied Radio as a party defendant.

from today to file our
a motion to dismiss

It is too bad this happened as it means that you
will have to file suit on your patent in New York.

Yours very truly,

JRA:DB

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

~J

RECEIVE
i-\UU 15 \965

RINtS AND RINE.S
~O. TEN POST OffiCE SQUARE, BOSTON
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AXEL A. HOFGREN
ERNEST A·WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN 8. McCORD
SRADFORD WILES
JAMES C.WDD!:)
STANLEY C. DALTON
RiCHARD S. PHILLIPS
LLOYD W. MASON
TED E.KILLlNGSWORTH
CHARLES L.RDWE
JAMES R.SWEENEY

W.E.RECKTENWALD
J. R.STAPLETON
Wli..:LIAM R. McNAIR
JOHN P. MILNAMOW
DI'LLIS V. ALLEN
W.A.VAN SANTE:N,JR.
JOHN R.HOFFMAN

LAW OFFICES

HOFGREN, WEGNER,ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

July 18, 1966

TELEPHONE

FINANCIAL 6-1630

AREA CODE "'I~

Mr. Robert H. Rines
Rines and Rines
No. Ten Pos t Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories
and Allied Radio Corporation

Dear Mr. Rines:

Mr. Mann agreed to our proposal so there will
be no necessity to file the answers to the interrogatories
until the Court hands down its decision on our motion.
Mr. Mann is also going to call the matter to the atten­
tion of Judge Hoffman in the hopes of getting a prompt
decision.

Of course, you should be ready to answer the
interrogatories, if possible, by the 27th.

We will keep you advised of developments.

Yours very trUly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

JRA:DB

•
RECEIVED

JllL19 '966
E.S AND RINES

~! ~E~ POST OFFICE SQUAftE, IOSTO~
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AXEL A_ HOFGREN
ERNEST A.WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN 8. M"CORD
BRADFORD WILES
JAM ES C. WOOD
STANLEY C. DALTON
RiCHARD S. PHILLIPS
LLOYD W. MASON
Te:D E. KILLINGSWORTH
CHARLES L. ROWE
JAMI::S R.SWEENEY

w. E. RECKTENWALD
J. R.STAPLETON
WILLIAM R.M"NAIR
JOHN P. MILNAMOW
0)Ll15 V. ALLEN

W.A.VAN SANTEN • .JR
JOHN R.HOFFMAN

L.AW OFFICES

HOFGREN, WEGNER,ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CH ICAGO 60606

July 12, 1966

TELEF'HONE

FINANCiAL 6-1630

AREA COOE 312

•

Mr. Robert H. Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: The University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation

Dear Mr. Rines:

Attached please find copy of memorandum order
received today in the above case. This essentially means
that Judge Hoffman is going to press us to get to trial
as soon as possible. Normally cases are not placed on
this call until they are at issue.

Have you reached any decision yet as to the
plaintiff's interrogatories?

Yours very truly,

JRA:DB
Ene.

RECEIVED
JUL 13 1960

RINES AND RiNES,
~O. TEN POST OfFiCE SQUP,RE. GOSTOl'!
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UNITED STATES DISTRICT COURt, NORTHERN DISTRICT OF ILLmOIS

EASTERN DIVISION
, • . . JULIUS J. HOFFMAN
Name of Preslding Judge, Honorable.. 5 _1960 .

Cause No. j,£fI!.Q?' . ..• Date JUL .
Title of Cause 1&.£1'("'117'.&.z.g;;btL:~4~-~~4#~~.'~~J

, .•.•• J ~rde

Brief Statement
of'·, ¥otion

The rules of this court require counsel to furnish the names of all parties entitled to
notice otthe entry of an order and the names and addresses of their attorneys. Please
do this immediately below (separate lists may be appended).

Names and
Addresses of
moving counsel

Representing

Names and
Addresses of
other counsel
entitled tonotice and names . ~ , ~ __

. of parties they
represent.

Reserve space below for notations by minute clerk

ON COURTS MOTION

JUL 13

CALENDAR NO,

CAUS[ PLACED ON CALL OF CASES HOLDING PLACE FOR TRIAL
•

. . .. •RIN1 SAN D RI r'l U
Hand this memorandum to the Clerk. ". .., P •• . SQuARE,. BOSTON
Counsel will not rise to address the ~uW'\JDct11 has been called.



HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

TELEPHONE:

FINANCiAL 6-1630

AREA COOE alll

Rex Allen

LAW OFFICES

July 5, 1966 ~,

20 NORTH WACKER DRIVE

CHICAGO 60606

HOFGREN. WEGNER,ALLEN, STELLMAN & MCCORD

W. E. RECKTENWALO
J. R.STAPLETON
W\LLlAM R.McNAIR
JOHN P. MllNAMOW
OILUS V. ALLEN
W.A.VAN SANTEN,JR
JOHN R. HOFPMAr~

Mr. David Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: The University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation
Civil Action No. 66 C 567

RECEIVED
JUl -7 1966

RINES AND RINES
.~Q. TEN POST OFFICE

- SQUAnE, 'OSTON

JRA:DB
Bnc ,

Yours very truly,

Attached please find copy of memorandum order

in the above case.

Dear Mr. Rines:

AXEL A. HOFGREN
ERNEST A.WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN B. McCORD
BRADFORD WILES
.JAM ES C.WDOD
STANLEY C. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASON
TE:D E;KILLlNGSWORTH
CHARLES L. ROWE.
JAMES R. SWEENEY

•

•



~~
• "-I.

UNITED STATES DISTRICT COURT, NORTIfERN DISTRICT OF ILLINOIS
EASTERN DIVISION

Name of Presiding Judge, Honorable. Julius J. Hoffman

Date .Iune 30. ) 96666 C 567Cause N0_--';;.;:..-=--.<-"'-'- _

Title of Cause The University of Illinois Founda.tion • Plaintiff.

vs. BJ onder-Ton(;ue LahoN tori es. Tnc et a), Defendants

Brief Statement
of Motion

Pursuant to stipUlation the time for defengant._~~nde~-Tongue

Laboratories, Inc, to object to plaintiff's first set of .
interrogatories be extended to and :l nc) lJdj ng .Ill)yi 7, 1966
and the time to answer said interrogatories be extended
to July 27, 1966. . .

lie rulesortbllic-orrrt"l'l!q1lire counsel to furnish the names of all parties entitled to
notice of the entry of an order and the names and addresses of their attorneys. Please
do this immediately below (separate lists may be appended).

Names and
Addresses of
moving couns 1

John Rex Allen

20 North Wacker Drive, Chicago, Illinois 60606

Representing Defendants

te clerk

STELLMAN & McCORD

. RINES AND RANES

---:----tRU-E-Ul-E-O----'---------~
JUL- • '( 1966

,
Names and Merriam, Marshall, Shapiro & Klose
Addresses of
other counsel 30 West !·lonroe Streelu.. Chicago, Illin;>o<:i""sa-__
entitled to
notice and names Representing Plaintiff
of parties they
represent.

Hand this memorandum ta.'b~~.~FFICE SQU~ftE, IOSTON

Counsel will not rise to address the Court until mctlon has been called.



•
AXEL A. HOFGRf:N
E:RNE5T A.WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN a.McCORD
BRADFORD WILll:S
.JAMESC.WOOD
STANLEY C. DALTON
RICHARD 5. PHILLIPS
LLOYD W. MASON
TED E.KILLINGSWORTH
CHAR LES L. ROWe::
JAMES R.SWEENEY

W.E.RECKTENWALD
J. R.STAPLETON
WILLIAM R.McNAIR
JOHN P. MILNAMow
OILLiS V. ALLEN
W.A.VAN SANTEN,JR.
.JOHN R.HOFrMAN

LAW OFFICES

HOF"GREN, WEG N ER, ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

June 30, 1966

TE:LE:PHONE:

FINANCIAL 6-1630

AR~ CODl:. 312

Mr. David Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: The University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation
Civil Action No. 66 C 567

Dear Mr. Rines:

Attached please find copy of stipulation entered

into with counsel for plaintiff in the above matter.

A copy of the order signed by Judge Hoffman will be sent

you tomorrow.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

G~~~~
John Rex Allen

JRA:DB
Enc.
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PI.EASE RETURN THIS

...
f

i

___, HARRY!":. GILBER! __-

BLONDER-TONGUE LABORATORIES, INC.
9 ALLING STREET, NEWARK, NEW JERSEY 07102

_.~,..r_,_Roher:LH~Rinas,s ,
Rine s & Ririe s

--;:N;:oC::,::":'Ten Post Office Sq-,--.
~Bo'stQn-;-Ma"s,

TO

Dear Bob:

Dl:,TI:: ._.

T()--'-'--~-RE CiTy E0
JUN 29 1966

RINES AND RINES
>10, TE.N POST. OFFICE SQUARE, BOSTON

Enclosed is a copy of an article which appeared in Home Purarshtncs
Daily,

I assume that this was the report of local reporters. We are still
foIbwing the plan of giVing no publicity releases until we receive

clearance from-._~~Hm!Y §iIiL'~=,,"
omct us t o•• oo uo wrtre m,' t nts "..~."-,,--,,.,-

!mpm
Ene.

t
!

108 srI ADDRESSEE - RETURN WHITE COPY



"';",

E P

DATE

INC.

, '

, ";!,,PUBLIC RELATIONS COUNSELr'~:;' ','. ,', ,

, 743 FIFTH AVENUE ,-:NE\',I YORK; NEW YORK)C1022 _PHONE Plaza 2-8338

M'E S S A,G

Mr. Harry GUbert, V.P.

BLONDER-TONGUELABORA'rORlES.
9 AlliDg Street
Newark, New, Jersey 07102

June 24. 1966
_. ."". -,~ , ,,'_ -C,. ' , "c',:

Dear Harry:

•
L

DATE

TO

RECE IVED
"', !",JU N291966

RINESA!Hj RINES
~O, 1m" POST Off-iCt SQUf\RE, BaSTON

Here's the arti.cle we di.seusaed OIl the
patent i.nfringement suit.

Please keep usadvUed ol:a1l future develop­
Milts in this ease.

P.H.GeffDer

SIGNED _



,"
~•

y i,
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I

I

John Rex Allen. Esq.
,:aofgren l Wegner, Allen;'
., ' ' ., 'and McCord

20 North Wacker IlIriva ,
Qhie~o. Illinois. ' ,60606 .'

. Tel; Financial 6 - 1630 (AC 312)

, Very truly yours I

. ."

undex: local rules.

Perhaps you ma.y want.

your way bMk to .consult loc~a. counsel
_. . - .. ' ,"" ,

I
I
I
I
!

I
i
I
I
I
!
.!

~~~~ "';' IIiiIiiooI A

.Deilr

In '.h& nUm1s suit "'i~" Bl"".~ Ton""".'
:,', ,',:. -':,,' .::,-,' ,~,'<,:: "1 :.-' '_ ' -c'· -;,;. '.-, ,,',: ','." :, '

1n1;eI':rogatoI'leS have been filed. ' ,

I have 'taken up w'ithlocal counsel the question

as to what is the proper proaedureto object to the inte:t'-

. Robet-tit. Rine!Sll Esq.
PI'1J'i.ce'Ss Kau).an1 Hot~l
HOrloJ,Ulu ,'.

•





, Webt!ll:l.eW ,tbat~ ~te~sator1.&~ul' not
,hl\We been tUe.a in advanee of Ii/. decision on' tlUli motiQn to
,41l111li.", :fi!:t'IWB t ... p1"aetiICel point of' v1ellll~ ho~; • ~1
b. (flQmpelled 'to answer these lnte~tor1es l3Oo~r oX' at,eu"
"we~.. therefo~ ..~ that you si'lffl l..lJi ~anl!l~X's '
1nsQ,f'ar as you ~an~ as soon U Pl)saible in l)l'(kl~ tMt we may
have emple t:1me 1n wh1~h to, at~ them liW1 p~ue t'1* ....

,swens. ' ,', ., ,

f1eaM ntum the en lnterNptori•• beCauH
,.. haft not, a:t0ppe4 1<0 ,~ • , t .~ we wUh ~
~e tb1a ·WOX>kae, ~14lY as po$~!b1.e.

'j' ".',-.,-"'.:, ,',."- ,:::, -,"",<,. _?'::,:,:,:-,:~i;:~1,:'<"'-~>"" ," :;':<

. 1'er.v i;ml,- ,-!:tUN.

, , .'. In my eon's ~S~Cfi I enclose a aeto!' ~te~"""
tog_ 'that have bM'n tUed by tb.e' plaintUt in tb1e SUit.
ih'I4er th,e Rulea..,answrs tlluet be rUed wlthtn tift. 'Qq• .,
whten means by July 6, 1966. " ' ',' '"

, '. ',' '. """,." , ,", ' ,::.. ,. ,,', ',',' ,

!fr", laue S. BloGier
BIOl1der""'l'Oll&W LabQmor1ea. !nc.
9 A1l.1ns Stl'Mt
Ne~ a.. 'NeW,JeMY

'Re: Un1~s1ty of' nUmu.P~Ucm v ..
Blonder-Tooaue :Lalim:l'4'tQr1$lll;t :tao.. _1:> a1

, , ,CiVU Aetlcm No. 66 c !i§l '



,. , .-
, , .','"

~ .. All_.· bq. . .
W~# \feiPft'... Allen, a.llman & MeComS
20 NoI"l3lW~ »rtve .'
C~.. lLLmGIS ·60606 '

. Re; Un1Wl'Stt.- <J£ nUmb i'Dtmci&t1<m v.
B1QntiIIl~'1! ~ Irio., .- a1

. C1 . '. Acl>td Do"

~HI'•

. . ~ blwe,i()'U'1ettet> &f .lUnQ a3enc~1aS ~~1e'.
of· P181nUfVa lut.~()rua.. . .....

: , ' ". ' ":' ':," .- '" ",' :" " ' . ,: -:", ,,:' .. :.:." ':'. . .'." ,<', " ' .": \~
...'. 111'. v~el!t Qt tiM faot tba>t the InQ'tiefl' to dlsrotS~1 .

~:m?:~ ~ ~een decl~ ~ $.n' vtew 'of title. ~he~ fAI.Ct that .
. 11' .tNt _"on eoultii be ex'Mt.o" there ~ld 111$110 olluptton
.to &ftll\!l$:t> .. too 1nter~t<oiL"i$&",lt .00011;1:'& to us. .to W(lpd,r'e
~r~ u1:l4$r. itU"pt1r;..ilee, a. motion tQl!lt.rtkl! th/lllM 18";·

=~:r~ ~1:n~:3=tf:;~!~h~;;:=tm=%~!~~.
1'0:1." bu Rule 33. ~ ,Rule 3Ol») 1. eJ.. ElppU06ble•.. \

,:.:.:' ':,:' <,c, , "':::'''' ":,' n ",'" .-r'..., ,-'; ':', .'. ' . -Y'::>':'.,;,;,:,,';>, :,:,'.'::-:" ::, , ." : ';, ".,:: '" ::::'. ',~ .:. -:' .:: ": '\".,.'::::. .... ~uaum. ;~ .1~X' OX' both p1i' ~" ~UiJ:~$
O*U "'. rOU~olll; b;ar' ~u t.'11tnouthelp f'X'Qll1US. '. . \

,,' nee." hqmwer" let u~ hear !'1"QI1 1/011 promptly",
beCaUse. 1ft tu_~ .ot ,su!.table proce'du:M",.~M inter.
ra_eri$lt ~,·be...~ under Me.33 w:Lth1n f1fil$lllt1 t'l~ih

" ,. : '- '" .,' -,-,': " .',' , ' ' . '. ' '-'" "". '" ,.':, ,'''-' .:'.', ,",; ,'" "" " ',' : ". ' ,



AXEL A. HOFGREN
ERNEST A.WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN 8.McCORD
8RAOf'"ORD WILES
JAM ES C. WOOD
STANLEY C. DALTON
RiCHARD S.PHILLIPS
LLOYD W. MASON
TEO E.KILLlNGSWORTH
CHARLES L. ROWE
JAM ES R. SWEENEY

W. E. RECKTENWALD
J. R.STAPLETON
W1LLIAM R. McNAIR
JOHN P. MILNAMOW
OILLIS V. ALLEN
W.A. VAN SAN TEN, JR.
JOHN R.HOf'"FMAN

LAW OF"FICES

HOFGREN, WEGNER,ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

June 23, 1966

TELEPHONE

FINANCIAL 6-1630

AREA CODE 31a

Mr. Robert Rines
Rines &: Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation
Civil Action No. 66 C 567

Dear Mr. Rines:

Attached please find copy of plaintiff's first

set of interrogatories to Blonder-Tongue which was

received by us this morning.

Yours very truly,

~/

•

JRA:DB
Ene.

HOFGREN, WEGNER, ALLEN, STELLMAN &: McCORD

!

{J hn Rex Allen

RECEIVED
JllN 24\966

RINES AND RINES
~O. TEN POST OfFICE SQUARE, BOSTON



•
AXEL A. HOFGREN

ERNEST A. WEGNER
,JOHN REX ALLEN
WILLIAM.J. STELLMAN
.JOHN S, McCORD

BRADFORD WILES
JAMES C. WOOD
STANLEY C. DALTON
RICHARD S. PHILLIPS
l.LOYD W. MASON

TED E. KILLINGSWORTH
CHARLES L. ROWE
JAMES R. SWEENEY

W. E. RECKTENWALD
..I. R. STAPLETON
WILLIAM R. McNAIR

..JOHN P. MILNAMOW
DILLIS V. ALLEN
W.A.-VAN SANTEN,..JR •

..JOHN R. HOFFMAN

LAW OFFICES

HOFGREN, WEGNER. ALLEN. STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

June 20, 1966

TELEPHONE

FINANCiAL 6-1630

ARI";/I, CODE 312

Mr. David Rines
Rines &: Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation v.
Blonder-Tongue Laboratories, Inc. et al
Civil Action No. 66 C 567

Dear Mr. Rines:

Attached please find copy of the two orders

entered in the above case on June 16th.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN &: McCORD

JRA:DB
Ene ,

•

RECFIVED
J\.lN 21 \966

RINES 1'1.0 RINES
~O. T~N POST OFfIC~ SQUA~~. BaSTON



!

F.-.r -
UNITED STATES DISTRICT COURT. NORTHERN DISTRICT OF ILLINOIS

_Eg_~t..e.rll._' DIVISION

Name of Presiding Judge. Honorable J111iJd§_J ,__'HJ2.ffma"'l1-'-- -

Date__6L16L6.6_', -"--

Title of Cause The Un1.>'_e_r_s.1.t.y_o_L.ID.J.D_Q1_LF'OlJ_rJ_cLQJ;_LQD II BJ ondkT.ongJ.le-

__.f._Cl_!:J-'?_r-9_~9__r::t~JL..._.lll_"",,_,_§ n(Lf\_l_l_:!:...~_d R§.Q.~ o Corp 0r=-a=t-=i..:::o"n,'----'- ~_

Brief Statement J1Q_tJQJ1 f_Qr__.1_e.<l_>'_e no J:i_le__..De_fendaD_t_sJ.J_e_p_1Y_.Bcl.e_f_- _
of Motion

_______.1n.__s.upp_Q.r..t !)_f Hs__cMo_t1.Qn_~t.o._..Di_smi..as __.£)_t_C_. ~ _

The rules of this court require counsel to furnish the names of all parties entitled to
notice of the entry of an order an.i the names and addresses of their attorneys. Please
do this immediately below (separate lists may be appended).

Names and .J.Q.tlD B~_x __ .ELl-_Le.n "~ __, , ~_

Addresses of
moving counsel .: :::.Q HQ_:r.t_Q_J'!fl_Q_Ke_r P._:r.1_>'e ---------- _

Representing

Names and J1~_:r.I'J._ij_m_...__})9.r_:;>_t'_?J_J,_... S.bjj.Dj,_LQ &;__.KJ.J?_~_e.____ ---- - ----[EN,

~~)~:~~~s of , J.Q jie_~_t HQnr.Qe $__t_:r.f;_e.t_,, c:_b_1Q_ilgQ_... I_UitLQ~:r~:~N~~c6'~D ~
counsel (if any)
and names of B.~.!2r_"__9_~.Qt_bDK_.l'J__g_;tD_t.;t.f..L _
parties they
represent.

f\.e:\JJ f ;>;,v ----------------------------------------- RE)JI I.' ------- --- ----------------------- G..ELV..£I1.__
• 1 /'/'

i';iii·!' -JUN211966e· ! i. III. ------------------------------------------------------------------------------------------------ -------=----)- v~ RINESA ND RIN ES
.~O~ lEN POSI· mFlcrSQUARE, BOSTON

-------~----------~---,----

Hand this memorandum to the Clerk.
Counsel will not rise to address the Court until motion has been called.



..

JUN 1 ti 1966
Date66 C 567

10:00 a.m.
UNITED STATES DISTRICT ORI, l'ORTHE N DISTRICT OF ruaxors
.. EASTERN DIVISION

. . JULIUS J. HOFF1i~Name of Presiding Judge, Honorabla.e~~:...:..; -,- -r-rt-r-r-___

Cause No._· --'=-"''-'=='--

Title of Cause University of.ll1inois Foundation v. Blonder-Tongue

Laboratories, Inc.,et al.

Brie! Statement
of Motion _____________1 Status- ~al~JI- _

The rules of this court require counsel to furnish the names of all parties entitled to
notice of the entry of an order and the names and addresses of their attorneys. Please

. do this immediately below (separate lists may be appended).

Names and
Addresses of
moving counsel

Representing

Names and
Addresses of
other counsel
entitled to
notice andnames
of parties they
represent.

HOFGREN, WEGNER, ALLEN-,
STELLMAN & McCORD

i

Reserve space below for notations by, minute clerk

•
-------~-.,...-~--..I+.R-brlEC--E-ULE D

dUN 2 1 1906
RINES nl D RINES

~O. TEN POST OffiCE SQUA~E. BOSTON

Hand this memorandum to the Clerk.
Counsel will not rise to address the Court until motion has been called.

$.



HOFGREN, WEGNER. ALLEN, STELLMAN & MCCORD

•
AXELA.HOFGREN
ERNEST A. WEGNER
,JOHN REX ALLEN
WILLIAM .j . STELLMAN
,JOHN 8. McCORD

SRADFORD WILES
.JAMES C. WOOD
STANLEY C. DALTON

RICHARD S. PHILLIPS
LLOYD W. MASON
TED E. KILLINGSWORTH
CHARLES L. ROWE
JAMES R. SWEENEY

W. E. RECKTENWALD
,J. R. STAPLETON
WILLIAM R. McNAIR
,JOHN P. MILNAMOW

DILLIS V.ALLEN
W.A.-YAN SA'NTEN,,JR.

,JOHN R. HOFFMAN

LAW OFFICES

20 NORTH WACKER DRIVE

CHICAGO 60606

June 16, 1966

TELEPHONE

FINANCIAL 6-1630

AREA CODE 312

!i
ri

, " .,- n
,! i"J ;: \')

t: --!:~'rOi'J

•

Mr. David Rines
Rines and Rines
No. Ten Post uffice Square
Boston, Mass. 02109

Re: University of Illinois Foundation v.
Blonder-Tongue Laboratories, Inc. et al
Civil Action No. 66 C 567

Dear Mr. Rines:

This morning we appeared before Judge Hoffman in
response to his status call.

The first thing that came up was a notice from the
Clerk of the Court calling the attention of the Judge to the
fact that there appeared to be related cases pending before
Judge Lynch which might, according to our Court's rules, mean
that the case should be transferred to Judge Lynch. I was
able to show the Court that the cases were not so related as
to warrant the transfer and the Judge decided to keep the case
on his calendar.

Judge Hoffman has been on the bench for more than
25 years, about 10 years of which he was on the state court
and for the last 15 or so he has been on the federal court
where he has tried a great many patent cases. Before going
on the bench he was general counsel for the Brunswick Corporation
where he had a considerable amount of experience because Mr.
Hofgren of our firm was at that time patent counsel for
Brunswick. Judge Hoffman is generally considered to be one of
our best patent judges.

Judge Lynch has a good reputation as a lawyer but
has no judicial experience and no patent experience.

After this decision was made I asked the Court for
leave to file· the reply brief as his order did not refer to



•
Mr. David Rines
June 16, 1966
Page No.2

a reply brief. The Court granted my request and the brief
was filed. Judge Hoffman normally acts on these motions
quite promptly so I would expect a decision this month.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

•

JRA:DB
Rex Allen



•
AXEL A. HQFGREN
ERNEST A.WEGNER

JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN S. McCORD
BRADFORD WILES
JAMES C. WOOD
STANLEY C. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASON

TEO E. KILLINGSWORTH
CHARLES L. ROWE
JAMES R.SW£ENEY

w. E. RECKTENWALD
,J.R,STAPLETON
WILLIAM R. McNAIR
JOHN P. MILNAMOW
DILLIS V. ALLEN

W.A"VAN SANTEN,JR.

JOHN R. HOFFMAN

LAW OFFICES

HOFGREN, WEGNER, ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE

CHICAGO 60606

June 15, 1966

TELEPHONE

FINANCIAL 6-1630

AREA CODE 312

Mr. David Rines
Rines and Rines
No. Ten Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation v.
Blonder-Tongue Laboratories, Inc. et al
Civil Action No. 66 C 567

Dear Mr. Rines:

Thank you for your letter of June 14th. We have
read the brief and the cases cited and see nothing to modify.
However, we thought it might be helpful to add a statement
about the legal conclusion contained in the affidavit and
therefore rewrote the last page as per copy attached.

We also rewrote page 9 of the brief because of a
typographical error in the citation of the Comptograph case.

As you know we are going in tomorrow on a status
call at which time I will ask leave elf the court to file
the brief as no reply brief was provided for in the Judge's
order.

Yours very truly,

•

HOFGREN,

JRA:DB
Ene •



•
"In a declaratory judgment sult as to the

validity and scope ot a patent there is no pat­

ent accounting and the reason f'or the equity
.' . ." .

rule with respect to the jolnder ot an exclusive

license does not apply".

The remaining tour cases involved licenees that, nO matter what

were the names by Which they were called ,were not exclusive. In
- ' • ' ,-' 'j -.' ,

COIlIptosraph Co. v. Universal Accountant Mach. Co., 1906, D.C. Ill.,

: ." ',', ': '

ent, as party complainant herein .. .;. I know ot- " ",,' '" ',',',' ,', '., ,..:' .

Ni
, ,1\0.-9-

no authority that requires that the owner of a pat-
. ' , .

ent muat joinhlsl1eensee as party cOlllplalnant"

(underscoring supplied).

A "sole 11cense", however, is not an exclusive l1cense, Weltern

.~ectric Co •• Inc. v. Pacent Reproducer Corporation, 1930, 2 Cir.,

42 F.2d 116, 119, Paul E. Hawkinson Co. v. Cornell, 1940, 3 Cir ••.

112 F.2d 396, 396, and. neither lsany other type of bare "11­

c~nse", and these are the only two typea of "11cense" (not "exclu­

sive 11cense") that are referred to ln the COIlIptosraph case.

It may be ot interest that, despite the tact that the

Ucense lnvolved ln the Holllda, caae was not exclus1ve,the.Court,

nevertheless, on page 49,

•



",..' .:' - .,.,' , -, ,

Finally, the statement ln the affidavit (p. 2)

that the 11cenaee has no realdul aoUon forlnfrlngement

- .' ;.

•

Of Counsel:

RINES AND RINES
DAVID RINES
ROBERT H. RINES

• ','.,.-..>,;.-,

Attorney for Plalntift

io. Ten Post oti'tce Squre
Boaton, Maasachu.eUe 02109

. '. '. " .

.RKcEIPl' of two cople. ot the toregoing :Defendants·
Reply Brief ln Support of theM.otlon ackncwledged th1a 16th
day or June, 1966.,· ,
,,- - .' _, _. _, '" - '. " i., ,

•



•
"JiB VlflVDSItt 0' XWHOIS J'OUH1.:lAlfIOH,

Plaintiff,

v.

I
!

I
I
I
I

I
I

I
I
I
I
I

. . '. .

MOtION '1'0 »U1MIS8 UMJ)IR IfD
PROVISIONS or RlJLI laCb)

&mIS/or

.."roM lOR $VIIfWtY~" .'
.~lfD PRmS!OJ«! OF RUL1& 56

P~~M~:t.Y.:m.XN SU~'m; ,011 't§ ~r!I~
!be '1u.nt;tt 'Ill An,1drlnc BrIe' doe. not 41&pUte the

tU'.lIIt1a.ted on pqe 'a of the: d~tenO&Qht pdol' brlet, but arcual
lIha.. tho.. tacts do not reQu;t.~ that the plalnllitt'. exclusive

lbet\Slt:l be .101ne4 .. lll...plalfttltf;. and th1a M1l:wlthlltand1nl

that the eXOlu$lve Ue811ae 1e in the p;s.-ec1ae field that the 4e..
0, ~" •• ' ',.' , ", " , ,

t'en4ante are ohUle4 wIth .inva.clIntb and fur.her flotwithllltu41ns;

that the tilxolul:t.ve 110en..e 1. pv1nC royaltba to the plalnUf"
.' .',' ",:" " , ':. " ' . ' ,', ' ' ",::' .,,, ':' '.

wheretore t:lUt plaintitt ami the eiltelualv. 11l1len.eeare both 1':1.-

nanc.lalll1ntere.te4 1n' the outo.e of this' auit. ,The plalnt1ft'

baa not explained, however, ho~, 1n the absence ., '.10in1nl the'·
<',':/ ,', .', ,,;~, ",'" ,'~"": '. ':i('" ....i.,·"",'.::,·, :"".' ':" ", ',:"::" ::,'<,:;"" :,,",:" :',
exelul1:ve Ueen8.e as co.-plaintift, the detendanllaW1ll.be•

I



I

--,.---,..:.,-~-,

:-:-' '" """.'< ','", :,':, , "'"',, ',,'i.-.~: ":'''-''",''.'::',1
'1'hed.fendant,i' l'IIOt1o.· OllU'l·, lHI~w:ri; ·lUJ 1I.~W4 .as .a .

pu;re q.a~tlluQn Qf lu, upon. tlhe. ~.1. "1'91, .,¢ttw U1_ 'aetl· ....

•,a"«Oh~· .it.~t .the. 4et'tl~.tl~· :pr1Gl>b~iet,· :~~l'i.fa.'., •~•.
· befoH: e1;afledJ t1w plaintitt' «Q., not d:1.~b.. 80 a4d1U~nal .
· ,.:",: .. :""", ':":""':;'<"::;', "':>::":,;',,">/.u'" :.-.,~:""",:::,,::::,,: ',-.": ;:',;':><. ',':",,":',:::,::,:',".::~"':;"""'''>:::'::'''.'.'::':',," .: ::';':::: ,',:: ,:: :,:' ">:,',;',:,:,,-:':", ::::~':'::

taota ilWt l'Itus.U'Y lnol'del> to4eo(<<t tMt~ ....t1ooot law.
,':-', '. 1""-', ':"" ',' ",I. ':,",.;-'. "" ',' --;: " "": 1 " ':,:,,', ':", ".'''''' ,,', ,,- '.:' t: . ":i"!":"" "

'the 1.,&1 ~n1nl ot ·thit plaintift .w1111:1t (It.awII",,

pH:NnU,. It 1a lieU"" t.1Nt# hlweveI'. to lUklII .DotltlHff the

taot $u.tthe Plaibt.1tt·11 .~eUt11 titUs Q<:.Iurt to adept, u

faota, th& llI&UeH. i Q$wly lntJ'04ttetd b1 the aftl.avltr aee.palIJlfJl· .
· the p1"1n1l1ft'. &11.'1 AflPerinl al":1~f. ... . . . .. •.... . .. .

. . It .ttUICOUJOt ab,f¥IUci wle'_. 1t 11 pl'GP":l!'t. 00111114-

OJ' tM•• "wly 111tr04uo.' tuts, tben .. tlUJ. 4.fentian\. Ruld re-·

· ClUt.t tn._ t;heybe ettO:r<1e4· .. ~pporlilwt:lty tart to oro.....:AIlI1n.

· -.nil to tak~ llepoeU1ons. 'thll a.reliant. 1113." Mt ••"tent .01:1. .

depJililve" of tli$1J. Ji'1lhtt() .1n.~.t tu ~Olll'l.t. tAoen•• qrQment,

tXe&l'PtI0&11 of Wbillh aot';'J*lt theeald nt.1n.t1tt l l ·Anlw"3i"1n,

. :arier, ..n~. the,' .iU>e ; ikewl.. not; cl)nt~m' te' "•••p1: .theplaln. ..
.. ,,',"""::: »".:,':"':', ,!:-.' .:-.< _'-<;,:':",~;::':;-' >,,' ":,:: '" -::>,,:" _:,:-.:~-,':':_: "':/ "','''' .-",:>, "-'-'~",~,:,<,,>,,-,>,,::,,_,,,::::,:.'-:', "':'::"·<,:':""''-,:,i, ,', "..'
tlUt'. a11epUOIl that b.1\$ nI!lall14leJ' of tllie ..a1IlL1~rt••~...

· _ht 111 "i#onfi«e"t1U".
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. tect td.mlmlt' itl4' tlOt the ;pctl"/fOlt au.," to .
'be 1n41aJ;lenllable. J1 . • •

'·'ltl.e._tllt•• tM 4e.Uab1Ut:;, or ll.."uti.na. a mul...

.U;,1.101t1 ot· 8u:1t3 baud.' upon' the' __ Jlat~nt tJ'l4 ·In..

bUle-ont ol.1ma and I'$acbtn; tMI' '.,U.•:Um .Pl.1,·
, . ' " ,',,' ,,-,'," .. '" ,,' " ',",' ,', .

. . '. -' , -' '

, " " -'.' ' " , . :,,:' -'-'

_.- w--' _ ' __..'1.....

'. ".1 .uti.. 'ra1lher ·t~~r,t"r••t~ Of tb. ·1II~vUia..;pU'\1~.t ...a12i,
.4(~ ~a) . ." ..•.....' .' ..•...

. . ",.I..t~f; 1\u1.12(1)) 4am'.lQb'\>t 1Pt~;CPNt;d
to me. tlu.l.t a part, \'lith tne'l'Ie4eilS!U't Ln..

tt)¥'mat1ol'l to make .a lIlQUon toY! .101.....r ~f
an in.tlp.nl~;l. :PIW" t.t ,~hlI41~p$fI1 oan'

'it ba.ek l1;,nd rau. 1t atom, po1ttt tn 11M .
Pll(H'le~1ni.' when· the .onl;veUeet· of' the· mo· .

tlon und.~' .the .I'd.r.c\l.lllltal'loe'l would be' "'oi))..... .
, " , -',''', , '. : ;' '-,. "-, '. '"" ' " ," - '.' ",' " ',',' , ..'" ~ ,

'rhO CtlU~tl toUo1>~ed f~lml' l\t\lII,b';'~t eel' y. WIt.it!! .

·Yll0e!t.l"~ Co., 1939, ~ ei.l:'".,lQ51l'~H9'r6; wh10h pl'$s.ttte4·
'",::,;,:,.n,': ~:',::'~_:_',':'" _"':-"""." ,,'.' "._',_,": '", /"" :;_' ,: ,,'.:', ::, ,:"",':':,,':",_. _ :',: ,',;'::: -> :',::,', ",:':,::::y,,_,;,:~,,"'.,. ::.:,,':::' '. "

& ..0 WM1'l1il an liutlillu.$tl.vel1qt:ns$e 1n·lI\ lbl1".a #1..1411'1.0\\14#

\\hd/fr O~1rllWY <d.:reUlllltueel.. na.". belilnJo1ue4, tl u {Ill 1nUlqenj". .

.••1$ ~~7"J b~t WheH it wu be14 ti'l.a1h unGleJi' the 01rOUJlll~.""•
•t t.,.,t",.,t1oula.:rClU., Mlhould t19t 1:16 Jotfiet,liIllUlu.e .t it,,,

·*.".1' a.~1a:1na out of tn• .,ltabl. col'ldUct.

"Bet~ll'iii ~. tiM, i!Yel" ~rft"~"'l/Iioa...;the c.~
.cU.aUliulUl .i$tatttd that it w<>ul4 hil.W .r&n'lid themo;ion i;)t the'

"f••a.nt~. 'U'; b, /IIi•. Ul~al :tt' (ll)ll11t4 .have @8. ~~1tJ,pqe.
, . ' ,

4,).4'41
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. . "1D a deollU'atll.t17 ~"~t> __ •• w t.n.
.. ·'1I.1W1t1 _ JlMpe ef a plitelilt .t.M~ 13·. pat~

ent MCQUnt:trlB $Xl(,\ the redon .fOx>·· 'Itl'mellU1tl
'.':' .c,:,· .'.' "', ' ',' ,,_ " ,.' ",.,;,'" ,,",,, "'!, ,-:-':, ,.".,' :.- ,," ,',
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$1'1. U4/lmU") .that a.'ii'e :l;'litte'l:'m to in t~ ~_to~ o..~

It may be<1>t'. interest tbt,t, 4••rd.k tbe t-.ftflM,t -

wvoJ.ve4 tn the HolUdaY Calef _. not U<llul\llVe, the~' .. ... .
nlW.ll'tMl•••• 01) paso 49.
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AXEL A. HOFGREN
ERNEST A. WEGNER
,JOHN REX ALLI!:N
WILLIAM.J. STELLMAN
,JOHN B. McCORD
BRAPFORD WILES
..JAMES C.WOOD
STANLEY C. DALTON
RiCHARD S. PHILLIPS
LLOYD W. MASON
TED E. KILLINGSWORTH
CHARLES L ROWE
JAMES R.5W££NEY

LAW OFFICES

HOF"GREN, WEGNER, ALLEN, STELLMAN s; MCCORD

20 .NORTH WACKER DRIVE

CHiCAGO 60606

TELEPHONE

FINANCiAL 6-1630

AREA COOE "'I"

!

W. E. RECKTENWALD
..J. R. STAPLETON
WILLIAM R. McNAIR

JOHN P. MILNA!"lOW
OILLlS V. ALLEN

W.A. VAN SANTE".N,.JR•

.JOHN R. HOFFMAN June 10, 1966

Mr. Robert Rines
Rines & Rines
No. 10 Post Office Square
Boston, Mass. 02109

Re: University of Illinois Foundation
Vs: Blonder-Tongue Laboratories, Inc.

and
Allied Radio Corporation.

Dear Mr. Rines:

Attached please find copy of Plaintiff's
Answering Brief in the above case, which was
served upon us eo late today that I did not have
a chance to check the decisions cited.

Very truly yours,

•

JRA:elh

Encl.

HOFGREN, STELLMAN & MC CORD
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LICENSE AGREEMENT

,THIS LIC~NSE AGREEMENT entered i~to ~hi~ 1st dat

December , 1965, by and between the UNIVERSITY OF

ILLINOIS FOUNDATION, a non-profit corporation organized and

existing under and by virtue of the laws of the State of

Illinois, hereinafter referred t'o as "1;.ICENSOR," and JFD
, .....~'

ELECTRONICS CORPORATION, a corporation organized and existing

'.,', under and by virtue of the laws of the State of New York,

,hereinafter referred to as "LICENSEE."
.;- '.'

......
, ..".

.' ~. ,- '.".

WITNESSETH:
. .':' "

WHEREAS, LICENSOR'1s the owner of the entire right', , .' ' , ; ,



'. ..
. ..

• Inventor(s) Patent No, . Issued Title

, . Isbell 3.210.767 Frequency Independent
Unidirectional Antennas. ".'

,

as well as applications for'United States Letters Patent as

follows:
'".

. "; .

Inventor(s}
."-'-~~.

.'Serial No .", F1led .:
" >

Title

as well as the inventions set forth and described in and by

. each of the aforesaid Letters Patent of the United States and .

applications for Letters Patent of the United Statesjand ..' :

, .....

, .
, ..

, '.'

WHEREAS, LICENSOR also is the owner of ,the entire

right title and interest in and to Letters, Patent of countries

-, other thanth~ United "States

'," "

'.•".,.'. .

.'.

.....



"

•

2. "LICENSOR hereby grants and agrees to grant to LICENSEE

'.', "an exolusive non-transferable right and lioense only in the field

, ;

'"

of reoeiving antennas' ;t01!:televisi0Iiand FMbroadoastmg
,;,,':', ,"''-:' ::'," '.. "':""':.' " " .', ' , '." i",' ':"\ ; "'" ':~,::" ': '.;

j·,;r:i;l>~1;c.;ii!:i~(;'t;~['):~;;0!,,/,~'~("!)}i\::J:i'+!J,i~:i',:';)\'~\(:":i::~~,'>



e

'"....' ..
. ...

, and antennas for amateur and citizens band transmission and

., reception'in the United States and in all countries other

than 'the United States to make, use or sell or haye made for

:." ,""

,

' .......

"

"

: :.

, '

its use or sale any invention described in' any ,of the afore~

mentioned Letters Patent as well as the afores~id applications

for Letters Patent and any invention, acquired by LICENSOR, prior;

, , to or duri,ng the term or extended term of this agreement which' " " , : ,

','. "

-,

,"

invention shall be subsidiary, auxiliary, useful or necessary

to practice or use the inventions herein licensed or which

shall be an improvement thereof and any continuatiQl, division,

utility model, design or ~ontinuation-in-partapplication'

relating tq said licensed patents or applications and to any,'

reissues of any licensed patents. The components so manufac­

tured, used or sold are herein referred to as "LICENSED ARTICLES"."

a. LICENSEE is also granted an option to acquire
i

a non-exclusive license under the licensed patents and inventions
r

. for all fields other than the field of the exclusive license.

granted herel.n at the same royalty rates but subject to equal, '

treatment with the moat favored LICENSEE.

" '..

•
. ' .

. ,.,



".,
., ~ .~,,,,,~.' _, .' ', 11.

~.

, .. ,- .

. ,' ,",' .

, ~ '" '

':...~ .... '

~.

This right of LICENSEE to send,notice and demand

for action and to· bring action, for infringement shall not be

limited to a single action for infringement but shall extend

14. In the event that LICENSEE shall call the

,
to such actions against s,uch parties as LICENSEE deems neces -'

.J:(p. ,
sary, not in excess of at anyone time, provided that

one ~ime.shail such\actions involve duplication of issues

'against the same Ultimate\party in. interest. In the event,
. . I, . '

however. that LICENSEE sha~l,elect to bring an action ,which,
• • ,.'.'. ';. • " 'j " ,-r' . . ~.., . ..,.. . .', . . .'

shall itlcreasethc': numbei'pf pending- actions' ,brought by LICENSEE
.: .&;.. ~. ::\ - , :,'.;' .,,•': ,:;: ,,>.::. :,~ .~;) ··~·~}:"·i:!:.\· :}'::-::.::\:.,::{;,.:~::':, ~....' :. >' ..:~{ :' '_:"~\>~:~,.; :::~·:~·/·~?'~"l(.~';;~:,;f.~~';;,t:":j::'·' i;'~T<~~;'::'~""<r:" ":., "i~'""
'~"it0\i12lre@(l\f,~.+\.~:~tJi.~~~~ -,~ f~«'~f4v.~">.~E,..f,~~1)'

. ., .' .... ·.yji~i;'i'~'";'i{k .•\.:::':,.;;;: .::c:,)'!'/~;;;:'(it,[·-. ,::

attention of LICENSOR in writing to an infring;ng device made
\ ,

, and sold by a competitor of LICENSEE and shall demand that an

action for infringement be brought'by LICENSQR with respect

thereto 'and in the eve~t that LICENSOR shall fail to institute

such action within'thirty (30) days after sending of such

notice, ,then LICENSEE shall have the right at its own expense

"

to institute and prosecute an action with respect to such

infringement and may apply one-half. (1/2) of royalties to the

,expense of the same, and Pilyment shall be reduced accordingly.

From any such recovery, LICENSEE may further

; reimburse itself for i tll expenses; if any funds are then left,

";'"
:: "'...

r :
'. '

. '"..

"", "
; \,"

....
, :1

" then from such funds in said recovery, LICENSEE shall pay LICENSOR

,the. royalties previously withheld with respect .t.o or on account

of such action; if thereafter, any funds remain from such recovery,

that shall be divided evenly, between LICENSOR and LICENSEE.'

,.' :' ", , '

"'..
" " ..

, ".

. , ".
,'., .:.

.....,:'..
... '::"

. ,.:.



, .. .

. '" due LICENSOR in anyone year, after deduction of LICENSEE'S

;"" ..,,'

.,: .

... '.': "
....:

"

"

of the royalties

of the '~ntire royaltythe LICENSOR

above the said numbe~, it may do so; but in such latter event, .

it may withhold only such p~t of the royalty as will leave

and LICENSOR'S expenditures and commitments for expenditures

such expenditures and commitments for expenditures will not

for this purpose exceed'

due in anyone year •

. £o~ lit:.gation; it being understood, however, that LICENSOR'S
': :'

. ,
, . '.

. ; ..'

. .; ""

'::.,•
.~,' .. ':

..
~ -:

':.' .

.' .

.... .

.."; ...

. :. . ,.' ..

..•. ,.. ,.

•
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:} ~ UNITED STATES DISTRICT COURT, NORTHERN DISTRICT OF ILLINOIS
~'\' __EAS-'l'J;;1i1:L DIVISION

~- Name of Presiding Judge, Honorable J2J_.:iJULJ_, I1_QJ.:frrt1!XL _

• Cause No.__6_6_C_-5.6:L_______ Date 3L?3L9.Q. · _

Title of Cause Tb~ !J:11.~Y3~_I:~_H.Y__.Q_L_lU_:\,n.9..t§._.f_9jJ_DQ§..t i_on_Y..!~lQl1de r.::T.9_Q_8.\!!L_

Laboratories, Inc. and Allied Radio Corporation--------------------_.__ ~ . ~ .__. ~__b~_._._

Motion for Summary Judgment under the Provisions of RUle 56______________________~_n • _

--------------__.., ...-e- _

_.l-lD.fgr_en_,---i1egne~-,-ll.lle.r4-..s-tellman-&J1c.'C'O~(L---~ ,__

The rules of this court require counsel to furnish the names of an parties entitled to
notice of the entry of an order and the names and addresses of their attorneys. Please
do this immediately below (separate lists may be appended).

Representing

ames and
Addresses of
moving counsel

Hand thismemoranclum to the Clerk.

-~-------- - ----
V --r-/~'~--+-L')j . --r-= ,- /, . -r-../.'

_~J.:24--"\-L!.--~:,-rC/~~'-/?;el);;~'.L.c._-/~_':'';;2?::Y~

~.!:Zlb~7'=-d«:~V,~/j?6-/~-@)(f-~~::brd:;;
--.i~-6df<~"'~k~-;~k~~Lr~77~-:M::&:cz:-~p
~~~",;,;:~;{:;;:,;{i4:'i'mi;;}-iJi.{-,£:Y'­
_,&L71!.~2~~(7Jbd-~T"~,M:~~::?~T;!:-L~+~
:;;z;~~ ~d~3M.u~

J ~:r-::"'~7".d.&I:;&!-~~~ _':!b-:L:::. -----

I}tf ------- ~ RI«'''''~~~~-~''
\. ----------------------------------- SO. lEN pgS. o.EEl~. • ,-:-

I _,~.~~.~~.~~__~._ ....~_~. ~ __ ~ ...__~~ u::.·:,',·- '~, __~~_~,~~~,--,---~_~ •__'_~_c__ ••--__"" ,~ .~__2' -~-._,.''-'-~~~~---~
1.
l
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>lll_ ..._ .._ ........>_>
FOR fBI ffORJSQ!f 1'llSI'RI<If • ILLIH0U .

1A8'llIMD1VJIllION ..
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of rtce1v1lilC utl.onJ,t. tor televi81Qn "nil PM: bl'O~•••nfta staUons!
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etahd 1Q'11t.1 ,••tQOlov.. '.:.,.lu,.lyeUcum"$

1.plM~l.~V... w.LtMut "'t~.otJ.d .,.., PN-
,"-. ,,' ,,'. '".',',,-'. ',,' - '" ",".',-".' .','.""., .. " .;,;, ';',""" ".,,, ".',',:":"

.&~i~16P,~~
In 'Mltt. .W.,." ~.,~fl••# il91f

'15$1.1. IH.. _ .. tiM~~ 'll!lMU'~ 4allltMIPta_ ""f'••
tb.He.ld•• ot'··01U..a ~~. of ••I1:~' Qt a 'lIM.tt.. on

:: ,.-, '.. d

O

'>:,',,>'-'... ,". ,':~"':"",-", ',;'.:".,"" " ':, . ,;,:",,';:',,:.', ','" ",:,,',"-::,/ ":,:':: ;',', ,::,<,.-" .. " ''', ': ," '-
...M ~)' ad blit.N 11.-••• q the .~t., "~ ..._ft. ~.M .

.., tn 1_.
fll1it.J> .*1.tM . '_.........

, - ..if_ ~.Uq ~u,tbt .
Ol;'OJ snd, .m . ....~. ~
.~.l'Ut... (Ut ... w ..~;u.1_
1"1Iht umseJ' . W!l.thl'1 ...t~,
.. _oU'lttd . .tthe Uftll.'N 1_11.,11. .

A Ml4eP el P1 &t ~. ,Mil riPt.; ,'eM _tl, "htl~t· N

(u..,~.. :tNllJa 'u. Ucq••, 1a'",UI:!pft,,9lIJltM vltb
.,' , , ", " ,,'" ,,' '\: '"'' , :, :" , ': '" ", ,:',' ;,,' ':'" ",' '" '

, -' ,'" '. - '

"_"_0 .e~l," 110GB".1. . An ..lulftll..... t. an .
ua~•. _4 aU u'1Cnee~&H~:N4 t9~ i--'4 1R'~ ,

.•- to. lnh'Ui t .. • it.!! 'h6t.U!!~ ,~'''t, PRna .
~~ tOl' tbt$ 1•.W ~tM, '.~III tt' 111 pUt;1.. .

haYlftS. lQi""lIt u 1+~ (lti.d,co•• ot'.M Nt foil' pau.., ...~
'l'1~_..:u. IIMt d,1witeaw at OM ·ami, ti.fdlt . '

tM~r •• 'n".. ....".'• ..,.....tl.'-Jf \td.'b.8IS4"~
,~ h""'~ Mt10ll tor lntP~'IIl.'" '3!' .,.~ .pm ~~ . '

., .\1M.•t-',-' '1'''-8' wewut 1Il4~i.cat_ 1n 'tlte' pre'll1/tlla
, ' ", ".',' ".' ,," ",." - .<>. '.",' ,. ':, ,," , , ',' '. - - - ,
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.....HI !I:'i .r1~.~iI!Il.." .~~ 1~, ».¢~
1»1'1# ~ J\S\i.JP. 'l~~ '1_. ·.I~ tMt. ~UlJ,.l~."'~~.if· 1ft .' .

.. ~_~I7"I~'aulf.t.,1',WM lNf#i4*' •• '. *~.. '. . . ' ... l:l"".•3.oU,j w1tbIJ\.t' "~1R1ft$ _ ltXlll.'•.Uqn-., ..
::":"::','" ,'_,'_',i,~'" ',>::': :;;,:', (":, :"':::-::~:,,:;_(,:,:'<-' <: ,'_ '::: :', ,,;, ',:.__ '_~":- .: "::': -,:.::.\>, :,:'.>:': .,:.. ','::', ',"".":::::':.,:, _;,:-: ":!':'-,:".,::, ::'-",." :.::!:'/" ,::;,,-::,:__ :~:,:,-:,' __ ,-:',;:, .:'< ,: :-:~) ',: i:, '-"';'. "'-'

_~'"•. In tM~.~t!il.~~:t" .
~ uP1&4M4. lNoh.JQ~ 18 ~nt~fNAft '.·....f

. .. lftf»l'-'nt .$"UH' .'

· '.' ~1.t" ~.....
'-,W'.. ".•.=:-t:.,.. ... tid ..

. '. .

......;... ill ...~ *'" .., ...._ ...... ,,_•.
.,he ~"'jJit.uaif.~ 1.~ ~4'»mreft••~ ~.litl_'_"

'. $ft_" 'D. ,., _"'$ tb~ ut_lltlO ..pl. '"......$M

UOlUl~ UO~. 18~l_ k ~....., .. Ill» • .,1_1.'

···U_n.-... eo~1tf In the ~Wfl.d ''Ill'. !M "~e
.~_•.M NUOM I\tp ttl.aos..:tft .1ft thUOIM. ami

,',:;';' """:"':::"', ,','<,::,,":"" :",:," ;<':, , ',',:i:",':--',",::",:.':",:,:,::':-""',:';:'·:::;,:','":::! ',:""',:: :,:,, ,,;,>:,,, ,:,:,::,,<',',,': ' ,
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IN· 'nil!: WilTED 3'1'.A'1'lYS DIS'flilICTCOUR'f'
FOR '1'HI ROJmlEU· DISTlllar OF ILLIIiOIS

'RAS'1'1WI DlvtSlOIf

, - "

THE UNIVIm.SITY or lLLD10IS POOIDATIOIf.

Plaintiff.

v.
OIvtt AOTION NO.

66 c 561

vefendanta.

MOTION '1'0 DISMISS UNDER TU
PROVISIOW OF RULE 12(\)

and/oJ'.
. , " .

MOTION BOR SUMMARY .l1mOXlNT
UlJIDER THE PROVISIONS OF RULE 56

Now COllIe the derencJant& 1n the above"enUtl~ callSe

and. by tbel,. att"I'M!'•• /lOve to dl.llln the capiaint under the

proV\llilou of 'bll••. 12(1ll) (end/or Rule 56) or the 'ederal Rui..

ctCl,,11 froeedU'e UpOft the @;l"Ound thet the plaintiff ha. taUed

to 301ft an ·lndl.peM.b~. Party a•• Plaintiff· in thlll action)

Mmel,. all appears frOIll the aeeolllPaD7"" aft1dav1t. the

8.1114110&111". 11Cel\llI•• or thepateftll 1n suit.

It 11ll lIublRltte.. tberefore. thlllt tMa utton

liIhould be dlulu.' forthwith.
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lsi John Rex Allenm Sa itlr.!'e'!""'n-------·
AU.....,. to,. tbe Det.mle•••
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1st. .Robert H. Rines (per JRA)
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MAY A PATENTEE SUE FOR INFRINGEMENT

WITHOm JOINING AN EXCLUSIVE LICENSEE'?

We are presented with the following problem:

"A is assignee of a patent and grants an exclusive

license to B.

C is alleged to infringe.

A sues C. but B is not joined as a party.

Is B. the exclusiv.e licensee a necessary party.

If so. any cases in Illinois or that circuit'?" .

We have also the following additional information:

First. The "exclus ive licenSe to B" is for a

particular field only;

Secohdly, C is charged with infringement in that

precise particul:ar field; .and

Thirdly, the exclusive licensee is required to pay

royalties, wherefore an invasion of the field by the infringer

C will affect the financial returns of both A and B.

6 PROPER, NECESSARY AND INDISPENSABLE

PARTIES

There is also a subsidiary question relating to

the word "necessary", in the expression "necessary partytl.

The wcr 0. "necessary" should probably have been

"indispensabletl• In th~s connection, reference may be made

to Barney v. Baltimore City, 1867. 6 Wall 280, 284:

-1-



There is a class of persons having such
relations to the matter in controversy,
merely formal or otherwise, that
while they may be called proper parties,
the court will take no account of the
omission to make them parties. There is
another class of persons whose relations
to the suit are such that, if their
interest and their absence are formally
brought to the attention of the court, it
will require them to be made parties if
within the jurisdiction before deciding
the case. But if this cannot be done,
it will proceed to administer such relief
as ~ay be in its power, between the
parties before it. And there is a third
class, whose interests in the SUbject matter
of the suit, and in the relief sought, are:;
so bound up with that of the other parties,'
that their legal presence as parties to the
proceeding is an absolute necessity, without
which the court cannot proceed. In such
cases the court refuses to entertain the. suit
when these parties cannot be subjectl:ld to its
jurisdiction. There are cases in Which,
quoting from a prior decision, "a final Ciecree
cannot be made without either affecting that
interest, or leaving the controversy in such
a condition that its final determination may
be wholly inconsistent wi th equity and good
cons cience. "

The second class of persons here mentioned may

be termed "proper" or "necessary" parties. The third

class are in the "indispensable" class. As will appear

hereinafter, the 11exclusive lice.ree" is in this instance

"indispensable". It is also a "proper" or "'necessary"

party, and the Court will order it to be made a party if it

is within the jurisdiction. As merely a "proper II or

"necessary" party, however~ the Court could proceed to

adjudicate the case withou~ its presence.

The distinction is of importance for several

reasons, not the least of ~biCh is that, in the case of a

"proper" or "necessary" pa~ty~ Rule of the Federal

Rules of Civil Procedure r~quires that an answer be filed

-2-
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to tb. ,..,l'int, but tb.t, in tb. "'~f on '1nd1.p...,b1.'

party, it is sufficient to file mer~ a motion to dismiss:

Rule 12, F.R.C.P.

-l'
"The patentee:or his assigI1e"!!lB may,
by instrument in writing, ~assign,grant .
and convey, either, 1st, the whole patent,
comprising the exeLus Ive right to make,
use and vend .bhe invention throughout
the United.8tates; or, 2nd, an undivided
part or share of that exclusiVe right; or,
3rd, the, exclusive right under the patent
within and throughout a specified part of
the United States~ .

A holder of any ot: these three rights, the Court continued, /r

is an assignee, vested "fith

infringement..:"t;Me" is the

(Y:~/4~1

"a title in so much of the patent its,elf,
with a right :tosue infringers; in the
second case, 'jointly with the assignor;
in the first and third cases, in the name
o:f the assigneie,alone."

-,f-.;_:~,

t'- "~'~"''''
'\ "'-,

~ ~\

t' 1\ Thisl~ttl~~~~~; to the effect that. the

~X i aSSigne~ even though termed an "exclusive licensee",
"\\ j rVI)f1k~+f~ , "lf\ ";"'#J~ fI...~ I iS~the true party in interesi;, and, therefore, the party~"

"-...",,-,,1 to sue for only party so entit led



of the patent in suit to be the plaintiff. The corresponding

pre,sent

reason.

that,

statute is 35 tr,s,:c. 2~1 and 109 Lfl?••.' The ot.her
. A ....z.:~4~\ JA,.~~f ;/~~-,

however , which i'~Tnterest~.was. page 468,
1\

"in most cases to enable the alleged
infringer to respond in one action to
all claims of infringement for his
act and thus either to defeat all
claims in the one, action, or by satisfying
one adve~se decree to bar all subsequent
actions ."



where the,

owner sues alone.

not be compelled

by the exclusive licens~e or,
,l'

cases

where the patent

def'endant should

a second suit, whether

pa tent owner, af'ter haVing

\
\.

become already once sjltbject 0. to a f'irst suit by the patent
/

!,,
/

.-;'

Bakeli te Corporation v , Lubri-Zol De

owner or exclusive ¥lcens e, respectively.
I

.,_.-:..---..---..-.---.'J).J;d.fL..ae9bnd~~~~~-~~.

ent,.; co,1',JlOrati, 0z;"c"
~ (~"1IfI"f ,

1940, D.G. De]" 34 F.Supp 142 ; 144,. , .. ~-'
"'--jUdgment sUit~-~IiCf"theque'stIon-r{~t:d as Whether it was

suUicient to sue the patent owner al ".'::'~~:l7'4:1;. >la.a' ,
", "'1' ' " t~;1,p1 -p(,ti"'-~,~\1-",. 1# .ele~~~.,fr
~ joi~,t~ eiclusiye lice ee,. !!he,HnsNIlPiras " " P'

"r;;~7~::;Z~~ .:.T~:~;ea;;~i~;:."~~:S"~~I!~:~\.~"::;;;~WJ'I;;\tM.k. ..~,
f/' hi . .. "Ua pat~nt·sbou.~rb sustained in

an equity suit for i!1J''ri gement the measure
of damages in the~,cou ting woul,d 'be one

,measure for .the patn"t 'wner a,nd a d,'if'f'erent
measure for the e Ius ve licensee; The
rules ofequi ty ~ no ,allow the patent
o,wner ,to recov~7', thed,.amages sustained by
the exclusive .J,(.I.ce e,e.Thus the exclusive
licensee must~e jo ned to recover his OWn
damages and 1f pr ' ~nt a second suit therefor."
, ,I ',"

That is all that is I1/cessp>y for our purposes, here. The
, ' f, /, ,., '

f~lauing j s. ~:it:~:~~~:~~:::::~P::::s~-------
as tot!le validity al1d scope of a patent

,,' there is no pa tent accounting and the
reasoJifor the equity rUlie with respect
totllle joinder of' an exc~usive license ~.

1 ", " d~:f n0,Yapply .." , , " , •.A' ;' ~"",- "'$~ f/!;.:;:;;;I.t ~tI
/itl ('t.I)~f.;~:~.l:t!.,,zt::.~~~._~..:d.::!i:.1::!L'r't!:.'::!O::!::£JL::£:!::'~:t.._.. '?

:;--------, fI",P:8" wHo t;,ne se,c~i~·l' class of' excLus Iv e licensees,

discussed ,nt Waterman ~ase,that we are here concerned.
. r: /'1" ~i/

The qUesrO/,fOr decis ,!9rt-":l..a.~~,~~er the owner of the

,,t'/ ,:;tli;;;;;;r~f;tl"dfi'!fi'Jl1t~#~9! 1-'< -1-



Judge

,/
IUnder the Waterman cas~, he to sue

/
"jointly" with the exclusive licensee. known,

furthermore, and, therefore/does not f equire research, that,

if B, instead of A, had bern the sole/plaintiff he could have

f'or-c ed A to join in the s)6.it.This,!however, is the reverse
I I

situat ion, where C wants/ to know wh1ther he can force B to
j I

join in the suit. f i
11 I
I -~~l ,"e' ' I"p.," / ' J
U1!f!t~"'1$4'1#l"' flMJ'

SEVERALj'\AUTHORIT,ES S?~~IN~)THE

EXCLUSIVE LICENS-jlm~ AN
J,

IND:i:SPENSABIE PfRTY.
I

In a very early case, ¥ammond v. Hunt, 4 Banning

Arden 111, 11 F.C. P.391, No. 6Jb6, 1879, C.C.Mass.p393,,
f

Lowell reasoned: I

"Can an exclusivJ licensee
maintain a bill in e~uity for infringement
witbout joining the patentee? And can the
patentee maintain on~ without joining the
licensee'l" I answer iboth of these questions
in the negative." J

This, however, is perhaps noW a good authority, because
;';

Judge Lowell continued:

"By an excLuafv e licensee I mean one which
does not amount tp an assignment, by reason
of something res~rved to the patentee, as in
Gaylor v. Wilderj 10 How. 51 U.S. 477,
where the patent~e excepted out of his grant
the right to mak~ the machines within a certain
part of the ter~itory granted; or in several
cases like this;/at the bar, in which the patent
has been divid~ by subjects and the firant is
to make certain, articles exclusively.

"fBut Judge LoweJ;l before the Supreme Court,
,1

did, in the Waterman ca~e. So let us examine later authorities.



'£tElIEl.• Plai:ati£~.·~!-nf.l'~ni!Jnt'~t>rll'S~~~.. ,.1.c.b,-., ..,. '.... ,;/;.. I'YJ!;
. .. '. '..' . i1isilr:if.·",<t,Q;4" /,.If"

. ".....~sexclusiVe licensee in restricted. fields.. "'., ', •.4t../'.
& I.lylt.~t.\,~~i(;.,{;,,'tt,,> Me ~ A J: 'I' "''Oi~ i't'#fll9>i##1!1';,,·r v .' ~ the'. Amen-can .Telephone a,~j. 'J;el~;grap!:lC'ompa . .tbe~ /

/ l dt;f1t:'o'! "f~"'J.'I'. ",#/.; l'tJ,~'~~"'t,,;, tt'd-~#"'r.. ' ....~.,'*~£~jt',i.~",./If.,« ,.;,.-t,~..1'11f'.'1· "'"
¥) ¥,f '} O'l- tlfu- p'S"t"eJ,'lj;'s', r s1'used-"OO-:1e:-m;",,~.,,~a~ftt+f,&.

;. -.~, . , . . .' ,t.... .

._,,_,','.~. Fg.r.. .QJ.l.ll.. ;p;tWi'lWle,s.....j;.h.e.-¥IiW,U~~•.pa~t•.".~.·;4;a-e,.:Q-ee-4~ft'.
~~ . .

. is pbA alctum._ ~~,~:I;..Q."~!lec;"Jilj'~§&,j;.,·,,,tha~.J..tthe American

, Te.;I.ePhone and Telegraph, COj1p~ny m. s~'the defendant for
(1':1 ~'t;f4W~U."""'''~'''' l .

infringement as' owner. without joining the Radio Corporation.
11 . . . "

aa iexe LuaLve licensee •

. "In suits f'or infringement for invasion of
the fields covered by these licenses. the
appella~ts could, in equity. properly
plead the absence of the Radio Corporation.
asa party.'"--------

In suppor~d::::-:~~::~·:::eb~:·~-::;--"--~_·_·_··,···
. /..

and ff

l'
v , ConkUti. 145 F. 955.

,.1

These two cases • however. laeal t with cases in. which the licenses
;'Y

~-eXCJ.ysl...yj;:-··'Tb·~'·C~·;.t""~;~ti~~;·d:;/"·--;;U;:·Z~~~h#~~;)' '. ..# #
- . . ""TV<. .7 "'w ;."t4~!~# •

uIn a suit in equity, the general rule
is that all the persons interested
should be made' parties in Order to
dispose of an the claims and end the
litigation. Any partr who will be
directly affected by the decree is a
necessary or Lnddape nsab le party. and
where a party may be. directly affected
by the decree. a cqurt of equity will not
proceed without hini. if he is within the
jurisdiction of the court."

, .

In Brogdex Co. v. Food Machinery Corporation.

1936. D.C. Del.. 16 F. Supp. 228. the defendant filed a

motion t~ dismiss upon the ground that the suit had been

. filed by the patent owner without joining the exclusive

licen<3ee. It appeared that the defendant was likewise a

/~
~.



e present suit,

or absent parties

this was not necessarily the case in

contract,

indispensable party, and accordingly dismissed the suit.

could be saved in the de"ee, without making it a party.
/'

There is lang/age in this case, by" the District

Court, page 230, not o/erruJ.ed by the Court of Appeals,

from the point of a ~it for patent infringement, that is
I

of interest in the fesent connection. Whether from the

point of view of iJ'fringement or violation of the license

!s

".1./,ii
\,'./

The complaint, it appeared, was based upon both grounds,

praying for both an injunction and for violation of the
i'~~, '.4;)~~1<14i.4lf~I,","

terms of the license contract.
/'

The District Court held, page 230, that, irrespective

of which of these two grounds of suit was involved, the

exclusive licensee, as such exclusive licensee, was an

,.",". .('ytl"1 --. !tft'1t##c~i9

licensee, though a bare licenseeJ (apparently a sub-
A If

licensee) t!lnd it appeared further that the suit againstj:tJ

defendant might have been either for patent infringemantor

violation of the terms of the defendant's non-exclusive license.

lice nse contract, and

which was for violation of the lice e contract:

"On the question or co rights, the
absent party, altho a proper party,
might. not be an indi penaable party".

. I
The Court ru~ that the excl!sive licensee was not an

indispensable party in this uit for violation of the

On appeal, 1937, 3 Gir., 92 F. 2(j 787, 789, the
~~~~""'.~'_"'__'_''''_'_''~~~'&''--f_''''''''''''.'''''c.",~,.,.."."' .'~" ." ";~''"" ' "''' '' '' ' '' '' ''' ' ''\~

Court of Appe als he Id that' libe.uglJ;::::::t:JL.tJa.1.a_had':':wa- patent

~, "''f~~#,,;~,,,"i~ I<

"Upon the question of the validity or
extent of ~ patent rights, the
absent party here mi§htwell be an
indispensable party" f



The Court

payments,

"The patent in questiod relates only
"to features for printing p;esses and the

patentee has granted to De*ter and Harris
between them the exclusiv~ right to make,
use and vend feeders forjPrinting presses
throughout the United St'lt'tes".,

;'
concluded ;.J

1
"that the agreement is j'bn assignement of
the entire patent to ~exter and Harris
which includes the r~ht to sue in
their own names with~ut joining Backhouse as
plaintiff. • • sinc,~ Backhouse has parted
with title to the plftent and is not an
indispensable partyl~"

, i}i"

In that case, the, p,~tentee had provided for royalty
,.:;;

if
and als 0 received .~ license back to sell in Great

Bri tain, and the Court rUlel:

"The reserva.~ion of a royalty does
not prevent the j~greement from being an
assigrunent • • ,Ii

"

The fact t~at Backhouse received a
license to self British feeders for British
built machine~; does not defeat an
assigrunent." ,(

<1
'.V
tf

The court ru~ed further that Backhouse, the
~?

inventor, was "not an ,ttndispensable party", but that
,",'

"Harris is a proper p$rty".
j;;

The "indisjensab1e party", according to this decision,
1:1

therefore, was, not!thepatent owner, but the exclusive{ ,

'licensee, Dexter (td also Harris" who was called a "proper

party" ).

In Paper Container Mfg•. Co. v , Dixie Cup Co , ,

II
~-

---------~-----~-----------~---~-----'



. . (1-"
The Court of Appeals. 194~",~\;,/;~1<~1t'.f~~.

333. 337. certiora~,~:iied. 336 u. s. ~9. agree~on .

everytbing, except tbattbe amendment to the complaint should
.' ~~i

not have been refused. The Court of Appeals beldthat the
'. df;1",", ,j ..J it;-. ""'-." "~'i1ff .Jf!: .: /;'\,t>''"·~'V,>~,~,. rWf1~Hj"vi'4' ';"'~".''''~~

applicant and the R. F. ~~ were bo indispensable parties.
/2Ai'HI.~

To'-1ibesame effect: Radio Corporation of' America

v. International Standard Electric COrporation. 1956. 3 Cir ••
, ,',

232 F. 2d 726. 728);"'? "l, , c,'/"?'1-1' ~.,t'il'te.,;It, S:V91I" kJ

.....""""'~_._-"""~ . "-",,

c: In E e . w. Bliss Company v ; Cold etal Process.

Company. 1959.D.C.Ohio. 174 F. Bupp , '99. 130-131. it was



,/'

/i./
/

./

}.

l
.~

point, though the title of the caseftncluded the
,v

,lIt

parenthesis: (Schering CorporatioV'Interventor).
I

_- :!A"'s'-'a"'n"'o'-'!ill!er exampJ,e-,'-TefeI'6IlCe maT"b-er-mat'te- to

Parker Rust-Proof Co. v. Western gnion Telegraph Co.,

1939, 2 Cir •..t 10,5 Jf • .~~ 976, which Presented a case where
J.+.., '&!. «;4-4tlP~iil ~tJl%A . '

an exclusive licensee should, under the rules, have been
/1\

joined, but Where it was held tha} in that particular case,

he should not be joined, because of estoppel arising out of

inequitable conduct of the opposing party.

Edition, 1937, p. 1822,

Section 541, says:

'~"""""~"""'""'-'"C""'c"Und-err"c<rri--ght'i:Y-'~dTf':f:l~&~.ci~,cJ.Jm.stance s wh ere, no
./ ~*'""~"''''''=''P""~..~_.",,,,.~,,,,,,,,,,,,,,,,

estoppel or inequitable conduct wi evidenced, however, the

am,e court, aJ;.,~1b.§",..§,.~,¢.ti.~7fii{:,.·i,·~a .' . a-,~·t''''a'''t'l1:'f''fl'!'l''eft'!'r''t',es ult ,
: r~~''''~''''''''- , P1i~" . c~

.,..J...t.lJNachod v , United States u/d co , , Inc. v.; A.utom~':l!,e

Signal Corporation, 1939,'2 cJ., 105 !t'.2d 981,982.

/
I

Walker on Patents, Del~

I
~When an equ table owner brings a

suit in equity!i the name of the holder
of the legal tl le alone, the defendant
may, by means a motion of the Court,
compel the equ table ON nez- to become a
co-ecompl.afnanb' in his own name,.if that
action is nec6ssary to the protection of
the rights 0t the defendant,

citing cases; and, f
!

4 Walker, Sec. 1881D/P. 2666, says further:

"In e uit I the exclusive license and
the pate ee should generally maintain
the suit /jointly,

/
citing further cases. Another test is

{

3 Moore, Sect. 1/.11 p 1354, at p. 1358,
~.

All tb~ cases discussed above have involved cases,
of the first c~ss discussed in the Waterman decision. We,

however, as b/tore stated, are interested in cases involving
.4'

1
the second c¥ass.

,?

-)2- / 7



Authorities Holding That The Same Rule

Applies In Connection With Exclusive

Licenses Of The Second Class Discussed

for e xampLe , suit wali! brought for ~ingement, without

joining e~~:0:~tfgr:~:~~:{)'~h~:~'~1~~UBive licensees,

however, were in various fields foreign to the field
/i

of use by the defendant. Reviewing a large number of

authorities, the Court held that lunder these ed r-cums tances,

no such joinder waS necessary:

IlWhile there are a number of cases
holding that an exclusive licensee must be
included as a party plaintiff, it was undoubtedly
upon the theory that an exclusrve licensee had
exclusive equit,ab.le Fi~hts in the matter or.. ... .i..~.J.... .b.'~.. '.'%'I

t::~"~4'." I if. ield. i.nv.olv6di 11~.. ttr. ~".~...., U1~.Jif'", /t"'£'1"~~l.'
v ~"''Ii~iIir!J !""?".". ,Ac, '''''('/ 1#","7''''')

Q.theIllJj~8 e , . tl" r,11'? . ~fi'.p~, ~.1J'11!~' ;1,#.~<

"s uch licensee is not affected and no good
purpose would be served by forcing it to
become a party plaintiff ll

In Fauber v. United States, 1941, Ct.CI.,

37 F. SUPP' 415, 435, as another example, the owner of a

patent sued without joining a licensee whose license, though

exeLusd ve,was, in a ,l"imihd fieldJI,11y, different from the field

involved in ~~1l"~ffrb~b~r&t~f Claims held that, so far
P''''''

as that particular e ui t , relating tO,a different field, was...
Qlf'~:'t.""'" t"I#'t;?t.~;,~?f!:!,

concerned, the licensee was not even a necessary party. .
//\

Both thes c 'ses ,as. before stated, were of a

They relate to situations where,

related to a field different

-13-



the exclusive licenseeSit was therefore not necessary

as parties plaintiff.

Another case, Pope Manufa' turing Co. of

Connecticut v. Clark, 1891, C'C'j1" 465, 789, 792, though

not really pertinent, will be d,l¥,cussed' for what it may

be worth, in the Appendi.:x:. /

All further thatwrfl be considered here is that,

even if a party is not "indispensable", but only "necessary",
!

he may still be added as f party to the suit if the Court

can acquire jurisdiction/over him.
f
f
fI NECESSARY PARTIES

f

1,
;

f
f

f
l
i

J.
;

!,

Rule 19~);:R.~::;~;;:;:::;;~;;;;'<""""\\,
/I " "

~:r:~'.~;~:s ~P";:~1~'~ii:!!l'1lt~l'E3/i!!,"'·~"'n-d,~S"":~~~jlE:~~e~n_." \.
(b) of this rule, persons havia '
joint interest shall be made p ties and
be jOi,ned on the same side as plaintiffs \
or defendants. ,When a personlWho should \
join as a plaintiff refuses v~ do so, he
may be made a defendant or, An proper
cases, an involuntary plai¥iff.

(Note. Rule 23, rela~S to
class action!}":

Subdivision (b) will be ~iscussed presently.
I

The second sentence of (a), conf01ns to Independent Wireless
Telegraph Oompany v , , I

Radio corporat'ion ot' America, JJ~26, 269 u.s, 459)
I

(b) Effect of FaiLfu.e to Join. When per sons
who are not indispJnsable • • •

jf
tl

(Note. It is our/contention that the
exclusive lice~ee is indispensable)

f
(Note,however! that this Rule 19 distinguishes

"!:C----

j



least

the case may nevertheless be trie in their absence.)

(Even "neceaaar-y" par Lea , nevertheless. may be

compelled. on motion. to be jO;'ned. Such joinders may be
,

waived. however. by failure t file a suitable motion

reasonably. See Rule 21.• "~s joinder and Non-Joinder of

Parties. ll) ;'

Coming. now. to/the authorities. the following two
•..~~'!/Ili>ll)l,."!«~";'·"

will suffice. . ~~__.-.--

~ ---~h-;::tal Precision Shoulder. Inc. v. L. D.

Caulk Co •• Inc •• 1947. D.C.B.D.N.Y. 7 F.R.D. 203,."~""
\ . /

~---~-,....---"~-" ..."..,...,," "~,-".,..~-",",="".«<"",,...".. ""...,.... ,,~ ~ '""" ""'ft I~.·;;"~ r-o~'"I"" ">Icrl~~ ~,-". -

example. a patentee. after filing sui for infringement.

moved to amend the complaint by addi g as an "involuntary

plaintiffll the Consolidated Diamond Saw Blade Corporation.
I

which has "cer-tiatn exclusive righ1in said p at.errt ;" The

Saw Blade Company declined voluntArily to join as coplaintiff.
I

The defendant opposed khe motion ar-gud.ng that
, I

Saw Blade was not an indispen:s~~le party.
I

The Court held. how~er. that Saw Blade was at

l
"a "necessaryll pa/ty (not indispensable.
but on the other/hand not nominal)
and it ought toJbe made a party if that
can be done wit,pout depriving the court of
jurisdiction 01 the parties now before it.
F.R. 19(b). Ii

I
't

The Court gra~ted the motion to the extent of
I .

permitting amendment Of/the complaint in such fashion as to
ifrecite the relationshi~ of Saw Blade to the controversy.

l
The Court p~onounced the 'solution presented in this

ifcr.

case to be the reverie of the solution in the Indeperrlent. .
.#

~ireless Case. 19261 269. U.S. 459. but considered that it was
·t',r



join

1906, C.C.S.D.N.Y.

decis io~, since the same

,lV"
~~:ro::... ;;~'.' '

Daimler Mfg. Co. v.

not necessary to make the

result

other case.

"Chis

145 F. 955, 556:

,
"J'

#

i
Con,klin,

1

/
;:

l
~'~ Referring to the obi'ction that there is an
l' _" §t "\ improper joinder o:f parties/~omplainant, I think the bill prima

>J '\ faci su:fficiently answers /he license to Lehman Charley to

~,'\f" indicate the exclusive cl~racter in the territory apecd f'Led ,

1\ 'I In any event, the bill;"neges that Charley has an

~ 'i interest in the patEl;ted invention which is capable of being

;" ! impaired by the aS~lrted wrongful acts of the defendant,

\ and, acCOrdinglY~e is thought to be a proper par~y

.~ complainant. j
~ :

JI CONCLUSION
.0/ ' .'i . _,__---"---~ ..,,-. ",,<_.~,~.,~- ,'-""""""""""'-""~'~~'~''''''''''''''~'''''"'''","_ ... ;,-.-.=<:,....,,,""J;-"'." " ""~~o((" ';~ '"''-' '';';'.'~_'''"'> '' ''''''' '''' ''''' ' >i;~",>'''''' '''.,"'''''""''<'J'''''''''''"''~'' '''''''''_'''" :''''-''"~''~""'

& ~~' There may possibly be one link missing in the above
W /
\?hain,.namelY, that there is ~thoritY definitely holding

\t::.~.:X::::V;,:~:~;;2'.::::i;:~n~::.::: ::'in't
\s party wbose infringe~ lies in that" very same field.

I It has been established, u~~telr, that:
~

First, y, a patentee may not sue forl f'i/\#«,U 'i rnfringement)\ ~'fl-'e'~",k~"'lI'~a~..o,f,~~,,"141;t_~

'..J' ~1;lit;li'_~Withou,t '0' ing his exclusive licensee ~n~e@,s
,~ "11 ,,",4-~~~ ,r,£"AA' t ",,/f/

" "II. ~,' ,~. ~,;'h;:;~'';: '1~'~1,,0""I!"P~.',"",' _>_',"","''''''-'_~P''"', ',"~,"','.~""""""''::I'' ,Co'" P ,~
~" ~'.~,~~...or_ , ,', 'fUI.ll,_em"",,~::,::.~~~,,.A~,~"*M.§%?~,1;l:,~~,f.ac~,~~~,!
,~ ,''''f i~md , --~_.,,_...", ,,"""""'"''''-'''';''''' , ,t;},
'~~,J !~;'';'----s';''''''-'''''dl '1J' ~~t~,U,.l "",'<,,; <» e con y'"

""~it:::::·~.... ~,. ,;..........,:-
\"" J'I!f,t,~j;" I~
~ e.~f~"*i(,·~"1I>.




