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- GERALD R. HIBNICK, IND, BAR |

. LAW OFFICES

PATENTS TRADEMARKS - COPYRIGHTS .
: TELEPHONE 726-86006

10% W, ADAMS STREET * CHICAGO, ILLINOIS, U.5. A. 60603 L L - e AREA CODE 3t2

o LCABLE; SILCAS
ILIRVING SILVERMAN :

MYRON C.CASS : : )
SIDNEY N.FOX | - ' ‘November 21, 1.966

JAMES L, KNIGHT

Our Ref. 6-418

Richard S. Phillips, Esq.

‘Hofgren, Wegner, Allen, Stellman & McCord
20 N. Wacker Drive - S. 2200

Chicago, Illinois

Re: U. of I. Foundation v. Blonder- -Tongue v, JFD -
Civil Action No. 66 C 567.

Dear Dick:

To expedlte dlscovery in cumpllance with the local rules, .

there is itemized below a list of items which were culled .
from Mr. Blonder's deposition as desired to be produced

- by you., The listing below also identifies the page of the '

transcript of Mr. Blonder's deposition on which reference is
made to the item. . o |

Page No, - Ttem

154 Purchase Order for an antenna of the "mew LPV series'
©~ . referred to in J-2. '

_ i:-wgmwgﬂ-'zoi . Information in respect of the prosecution of corres-

- ponding patent applications in any foreign countrles_;

(i.e., corresponding to patént in SUlt)

e -234'7f" fReports on tests conducted on purchased LPV v series

antenna. -

a> 236" o Results of tests and measurements conducted on S
Yo - '"new antenna series of October 3, 1966” BT 33 (J-Z)
- LEV-VU. :

| ' .-. '
| \_\( | .2.73 . Schenfeld's residence address.. o R E C E ’ VE D

. NOV:381968 .
RINES AND RINES

\O. TEN POST OFFICE QQUAR.., EO“TON :
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/%Wgag

- Rlchard S. Phllllps Esq. . - 2~ 'November 21,_196511
'ﬁﬁi - Page No. Ttem
' f'ﬁﬁ“ """"" —= 278 " Search results "in WQshlngton 1isting of prior art

) e 293 o

L.

- with bracket portions omitted of blueprints.

| |¢>-__. 299
301
o 304
\ &

tfi'.”soa.'

O 304

o 313-314
T

315 -

:1ocated in this search

_-Spec1f1c 1nformaf10q and documents or tle in sales and

things of this sort.

Blueprints, specificatibns, notebooks, memoranda
and technical reports, i.e., COLOR RANGER series
Coples of all letters of 1ndemn1f1catlon that BT

prov1ded

All documents relating to the- adoptlon of the RANGER

- mname on all of the antenna products of BT.

'Date of publlcatlon of the 1nstruct10n sheets for
~“COLOR RANGER series antennas.

Invoices pertaining to the first commercial sale

‘of the GOLDEN ARROW, GOLDEN DART and COLOR RANGER
‘antennas.

Invoices gnd documents with respect to the mold produced'
for making the insulation parts of the GOLDEN- DART
ana GOLDEN ARROW antennas. -

Identlflcatlon of antenna manufacturers other than

JFD which make antennas believed to infringe the
Blonder patent in suit, exhibit J-1, and identification
of the specific antennas believed to infringe.

Identification of the model of the Flnney UHF section

~that did not infringe the Blonder patent because it is
a double Boom made to have a substantially co-planar

arrangement by putting S shaped devices in the dipoles.




Aseriains 7 Gss

- Richard S. Phillips, Esq. - -3 - .  November 21, 1966
- o 'Pégé'No;VT Ttem
Vv 316 - Any réquests'for7licen3és:under'J-l.

(*-365“

- - 376
2?

f\ 377
. 382-3
. 404-5

ot '
. 405
) 4056
2

27 406-7

5 o A 411
® 4,25-6

8alesmen, distributors, service people and everyone

else involved in allegations of anti-trust =
eyents, names, and specific evidence partlcularly
relating to "drop your line or else be sued by
JFD" communicated to BT by parts distributors.

Address of Jefry1C0hn.

" Last known address of John Lineman.

Data concerning customers who were threatened with
suit if JFD's entire line was not handled exclusively.

"Identify, in.any JFD advertising or any releases or

advertising of the Foundstion wherein the Foundation
or JFD have publicized the features of the manner
in which the transmission line is connected to the
feed end of the antenna, that is, the end adjacent
the rigid insulating means you referred to, and also
the strain relief that we are referring to."

"Also in connection with the manner in whlch the '
antenna is mounted to the mast."

Identification of specific advertisements of JFD
which show false marking. Also, cartons of JFD
which have patent numbers that do mnot apply to actual
‘antennas shipped in them. '

Does félse marking chargeé apply to LPV VU or LPV TV
series?

Reports on field tests of BT GOLDEN DART and GOLDEN
ARROW antemnas. o o

 Listing of patent infringement suits brought by'BT, o

Information as to loss of sales and customers lost
(names, addresses, dates and descriptive details with

| respect to each 1nstance which will be relled upon)




"Richardes.:Phiilips, Esqt'_. -.4 - _ November 21, 1966 -
" Pase . No. o Ttem
425-6 . as epecifically referred to in connection with

Kl

paragraph 7(i) of the Counterclaim and the anti-
trust count. Also, & complete description of '
damages sustained in each instance and explanation
of how goodwill was damaged or lost in connection

- with each instance and identification of the potential
customers referred to. :

I appreciate that you have supplied me with a list of

'.1tems that you were going to produce pursuant to Mr. Blonder's

deposition and that there will be items common to’ both lists.
May I go on record as stating that one production of the requested

item common. to both lists w111 be acceptable to me?

1 look forward to your early comollance with the foreg01ng
request. '

Qincerely yours,
SIL%ERMAN & CASS

Myron C. Cass

MGG/ gm

c: . Robert H. Rines, Esq.
Besil P. Mann, Esq.

P.S. The’ 1lSt which you supplied with your letter of
October 31, 1966 refers to items Nos. 1 through 8 and 11
which have not been repeasted on the above list. I
presume that you will supply these items also.




DARBY & DARBY

LOUIS D.FLETCHER ATTORNEYS AT LAW SAMUEL E.DAREY {1887-1938)
CF COUNSEL PATENTS AND TRADEMARKS WALTER A.DARBY {!889+1549)
DONALD J. OVEROCKER CHRYSLER BUILDING SAMUEL E.DARBY, JR. {1821-[947)
HARVEY W. MORTIMER 405 LEXINGTON AVENUE . FLOYD H. CREWS (I899-1964)
MORRIS RELSON
ROBERT R. KEEGAN NEW YORK, N.¥Y, IOOI17

GORDON D. COPLEIN CABLE: YBRAD, NEW YORK

WILLIAM F. DURINE,JR.

EGON E.BERG
MICHAEL J. SWEEDLER
HARVEY M.BROWNROUT

December 5, 1966

Robert H. Rines, Esqg.

Rines & Rines

10 Post Office Sguare
Boston, Massachusetts 02109

Re: Uhivérsiﬁ&'bf:Illinois Foundation
Dear Bob: ' | |
* I am enclosing copies of some cbrrespondence

that may be of interest .to you in the above matter.

Copdially yours,

ML

mv Morris Relson

RECEIVED

DEC -6 1966
NES AND RINES

. N0, TEN POST OFFiCE SQUART, 305T0N

TELEPHONE {2I12) OXFCRD 7-7660C




SMALL BUSINESS ADMINISTRATION
WASHINGTON, D.C. 20416

OFFICE OF THE ADMINISTRATOR’

As anh individual or corporate owner of a
U.S. patent, you may be interested in selling
or. licensing it to others.. THE PRODUCTS .LIST
CIRCULAR, prepared by this Agency,. offers you
the opportunlty to describe your patent to
potentlal users.

-Each month, this widely circulated publi-
cation lists -- without charge -- patents se=’
. lected for their potential -value to firms look-.
ming*for-new or improved products and processes;

If you are 1nterested in submitting your
patent for consideration, write the nearest
SBA office (listed on the reverse 51de) and
ask for- SBA Form 312.

Sample coples of the "Products List

| Circular," as well as information on other .
services, are avallable at all offices of the
Sincerely,

Small Bu51ness Admlnlstratlon

\ | ' ' Irvihg Maness
' Deputy Administrator



RINES aAND RINES
ATTORNEYS AT LAW
NO.TEN POST OFFICE SQUARE 4
BOSTON, MASSACHUSETTS o._zloé

DAVID RINES R B S ' CABLE SENIR
ROBERT H. RINES _ TELEPHONE HUssaD 23288

August 4, 1966

]

)

A"
=9
k]

Hon, Commissioner of Patents
Waghington, D,C, 20231

Sir:
~ Please record the attached agsignment:
| From: Blonder-Tongue Electronics
To: Blonder-Tongue Laboratories, Ino.

Pat. No: 3,259,904 ~Ilssued: 7/5/66

For: "Antenna Having Combined
Support and Lead-in"

Check in the amount of $20 00 ‘payable to the Come

missioner of Patents is enclosed to cover the recording fee, -

K Very respectfully,
RINES AND RINES

RHR:H

Enclosures | Attorneys for the Applicant

2259 7’%/ 7/5/5 &~ o&mw ,J K psrolon. ¥

(linn Finars diodoneid - it A@M

{,ﬁ% 2 A f“‘%’" éﬁ’ﬁi iﬁix A )‘f (s G’(é@zwf eslat. .
- RECEJvE D

CSEP L 1986
RINES AND RinES

NO. TEN FOsST 0 -FICE SQUARE, B28ToN
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AS S 'IGN-M'E N T

KNOW ALL MEN BY THESE PRESENTS

That WHEREAS, BLONDER-TONGUE ELECTRONICS, a corpora~
tion of the State of New Jersey, having a principal place of
business at Newark, New Jersey is the owner of Letters Patent ef
the United States No. 3,259,904, issued July 5, 1966; and

' WHEREAS, BLONDER~TONGUE LABORATORIES, INC., a corpor=

ation auly organized and exigting under and by virtus.of the laws

of the State of New Jersey, and having & principal place of business
at Newark, in the said State of New Jersey, hereinafter called the
COMPANY, 1s desirous of acquiring the entire and exclusive right,
title and intérest in, to and under the sald Letters Eatent ef the
Uhited States; .

NOW, THEREFORE, for and in consideration of the sum of
One Dollar ($1 .00) -and other good and valuable considerations to
Blonder-Tongue Electronics pald by the COMPANY, the receipt of

" whiech in full is hereby acknowledged, the ssid Blonder~Tongue El-

ectronics, hag sold, assigned, transferred and set over and by
these presents does hereby sell, assign, transfer and set over unto
the COMPANY, its successors and assigns, the entire and exclusive
right, title and interest in, to and under the said Letters Patent
of the United States, and any and all other patent rights that
may be based thereon, including all renewals, divisions, reissues,
continuations, and extensions thereof, together with right to sue
for any and all past and future infringemente thereof and to keep

any and all recoveries therefrom,

TO HAVE, HOLD AND. ENJOY the same to the GOMPANY, its
successors and assigns, to its and their own use and behoof, to the

- full end of the term or terms for whilch the sald Letters Fatent or

other patent rights may be granted, as fully and entirely as the
same mlight have been held and enjoyed by Blender-Tongue Electronics
if no sale or assignment thereof had been made.

WITNESS the hand end seal’ ef Blonder-Tongue Electronics,
by its Chairman of the Board, this 3rd day of August, 1966

[;\-AM.,

; :(corporate seal) ChaTrman of the Board

RE
U.s. Pngu?zL: é}@.

AU~ 955

P A
OMMISSIoNeR g 5, TENTS







ACCT. NO. DATE INVOICE NO. AMOUNT TOTAL ¥O. NO,

733 |Aug 2166 - 20,00 2000

BLONDER-TONGUE LABORATORIES, INC.
8 ALLING STREET
NEWARK 2, N. J. -

’ - FORM No. 6650174
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COLOR RANGE
ANTENNAS

SHPG.WT.
MODEL NO. DESCRIPTION LIST I .
] 8 12 DISTRIB (LBS.)

COLOR RANGER -3

Three-element, log-periodic

VHF/FM antenna. Pure 13.45 1 8.10 | 7.40 | 6.85 4.95 3

aluminum construction.

Boom Length: 19}*

COLOR RANGER - 5
five-element, log-periodic
VHF /FM antenna., 22.45| 13,47 112,35 11.45 8.30 6
[ridite-plated aluminum.
Boom Length: 4' 914"

COLOR RANGER-10

ten-element, log-periodic _
VHF /FM antenna. lridite- | 38,25 | 22.95 | 21.05 | 19.50 | 14.15 9
plated aluminum. '

Boom Length: 7:9"

U-RANGER UHF add-on
antenna for Color Ranger
antennas, above. Aftaches

to above antennas; uses 8-95. 5.37 . 4.95 .4-55 3.30 2

same downlead for UHF,

NN without couplers.
U-RANGER Length: 13"

TERMS: 2% 10th and 25th. Net 30 days. | ALL PRICES AND POLICIES SUBJECT
FOB FACTORIES, NEWARK, N.J. | TO CHANGE WITHOUT NOTICE.
. - —— SHIPPING INFORMATION

" Freight will be prepaid by Blonder-Tbngue on all orders
exceeding $500.00, when such orders are shipped to a

single destination, Freight on all other orders will be
paid by the distributor FOB Newark, N.J.

. |






" 'PEE'A'S'E RETURN THIS

HARRY A. GILBERT _ - ,f,fzm, iz %
BLONDER-TONGUE LABORATORIES,  INC. CCd 4o
9 ALLING STREET, NEWARK, NEW JERSEY 07102 Ete. ‘f
' ' ' ._ﬁepLD WE__
.a ' B SUBJECT
e ROBERT H, RINES ' . -
A
Univ. of Illinois
A - - -
Dear Bob: E
=
Enclosed is your copy of the dlctatlon you gave me over g_
the phone today. -
Tke checked the answers Over.... everythmg should be in §
& order. ..{1ihope). 3
B
P | ' _

' E .\* : _ o.lzrc;muolk—- DO NOT WRITE BELOW THIS LINE / “‘2

5 o Reply | ™
.0 TO ¥

Y
.?."O', T 7 b:
\\G;_ﬁ._,.‘,,_m - . . o o ) R ’ | ‘ SI'GNED S

103 8 - | ADDRESSEE — RETURN WHITE COPY




AXEL A.HOFGREN

LAW OFFICES

TELEPHONE

ERNEST A.WEGNER HorFrGREN. WEGNER, ALLEN, STELLMAN & McCorD FINANGIAL 6-1630

JOHN REX ALLEN

JOHN B.McCORD

JAMES C.WOOD
STANLEY C.DALTON

RICHARD 5.PHILLIPS

CHARLES L.ROWE
JAMES R.SWEENEY

W, E.RECKTENWALD
J. R.STAPLETON
wILLIAM R. McNAIR
JOHN P, MILNAMOW

.. DILLIS v. ALLEN
W.A. VAN SANTEN, JR.

Wil-LIAM J. STELEMAN 20 NORTH WACKER DRIVE AREA CODE 3|2
B o CHICAGD 60606
LLOYD W. MASGN ’ .
TED £-KILLINGSWORTH Sept embher 27, 1966
- JOHN R.HOFFMAN g

Mr. Robert H. Rines

Rines and Rines

No. Ten Post "ffice Square
Boston, Mass. 02109

Re: University of Illinois Foundation v.
- Blonder-Tongue Laboratories, Inc. v. .
JFD Electronics Corporation

Dear Mr. Rines:

Attached please find copy of Notice of Taking
Depositions served upon me today. I am sure that we can
change the date if it is not convenient for you and the officer
of Blonder-Tongue who will be the witness.

So far as I am concerned the week following October
fth will probably find me out of town most of the time. It
is now contemplated that I may be in the hospital for check-
up purposes for three or four days during the week of October
17th. One of my partners, of course, wlll be avallable to
‘assist you if the deposition has to be taken while I am
not avallable.

Yours very truly,
HOFGREN, WBGNER, ALLEN, STELLMAN & McCORD

Ene. \/ RECEIVED

SEP 290 1568
CRINESAND RINES

NO. TEN POST GFFICE SOUAREL, BOZTON
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Q;The uiruumatances attanéaptfyyan'a_a&ﬁa may,

of eour@a, madify thaf en&ra1 rule_
.ﬁro *.i- ﬁﬂoa 1?‘4»7; IJ G; ﬁdﬂ L
ir,, 16h F.Qd 2&&, for ?k&mple, an axulusiv”“"'

Li;ﬂutzlar~
{19&7:

;fliaansea, the Saharinﬁ Gﬁrparaﬁian, was denied 1aava ba

'- . f‘"!

:ntarvana 1& Ee ﬁuit fmr in*r;h am&nt upon the graund thnt

wtha axclu&iva-licanae can?yact eyprevaly pravided that it

 wau1d hava ﬂﬂ ri&ht tﬂ 1ntervan&,_;5fﬂQ ﬁ

7'“and alﬂe b ause of the ahsance ef anyﬁn.

| '3335:aé@quat@iy presented even ‘though 1% wag
- v 'denled fthe right ﬁo intervane at this
“ff*paintf EeS _

wii-f;f e

ievébything, exaapt tbat tha gménﬁmant ta tha camp,aint shculd ;;; ;ﬁ

;ndarﬁ Elaetria Gorporatien, 1956, 3 Gir,,    7,_
In E' w' 31155 Cmmpany'v, Gald ﬁatal %raeaaa fﬂizy¢’;12:-5"
.;ﬁqgaun$er~elaimant haé nat jeinea an exelusiv& licanaea. Tbe o _1 g

| : ff3if the faa%s haﬂ uatablisheﬂ an axelasiva 110@n53f¢bu% h&ld 4b'ﬁ

;fn Seles Arfilistes v,¢3 j{rjEf?ff
'“ﬁ}stuppq 287, 290, aff,-ﬁ‘g_f[?:f

B ﬂhawin& thht the sahering Gmrperatign!ﬂ;Viplffgi‘ff‘f»
rights unfer that agreement would not be ,ﬁ;j‘“ SRR

rﬁfThe deﬁiaien ar the qurt af &?peala did nat even mention ﬁh@lifl':



H”“f fP0int _though tba tit1a ofrtha‘case inﬁlud@& thaf:

_ehth&sia: {_, ering Ga?paratianllntérventor).,,

ampla,?refersnce may ba mada to

Parker Rustﬂ?r_af Co V. w'starn Uninn Telegraph Go.,tf“‘

,;1939, 2 Giru, IOS'F' Edm976 whiah prasantad a aaﬁa whara

e_shoulﬁ, under tha rula 8y haVe heen i

fan axoluaive licenﬁe

ihs ahuuld net ba,j nad,”?

_1ﬂ3quitab1e ﬁﬁnduet ﬂf tha ﬂpposln& party. Tﬁ!J}g‘_E_,

;;13133&1 cﬁr@ﬂ?&ti%ﬂ, 193?: a Cir;, 105 Fm Eﬁ 981; gagafjfg.:zh

13 walkar Qn:ﬁatenta, Baller's ”dlﬁi@ﬁ, 1937, p. 1822,3'=:¢1,_m _

V"LLf;LSection Shli ﬂﬁya;

',¢__,n t:“When an;’ aquitahl& awner brlngs a o
oyault in equity in thé name of the haidar
~of the legal. titla alone, the defendant
S ey by means of a motion of the Caurk,
o gompel the- equitable wner to become & :
- eo=complainant ln his own name, 1T thab

:‘77aat¢an 1s neecéssery to the protecti Yo of o o o

| :_ ;3the righta of the defendant, J'i“1=*f'ﬁf;¢f
_;f;citing casea; and, ,'  T_  $”   ::,   _; H
;1881& Pe 2666, ﬂays fnrtherw l_:;iJ_LJ._”

.”fh Walk@r, Sac;

s BTy eguibg tha axelusive 1icansa ané
,;tha patentes ahould ganarally maintain
__;tha auit gcintly, RS R

"-fﬁfgiting“further ﬁasaﬁ.ﬂ Another teat i&

"ﬁ;${3 Mg@pg, Seet. l? 11 P 13ﬁLu at P* 1358

R ‘?All the eases éiseusﬁeé abnve bave invalvad easaa
“Tﬁ*jof tha firat elaaa dlscuSﬂad in tha_ﬁatarman daaﬁaion.} Ha,\,f“

'ﬁifhwwever, as before statad, are intersstaé in caaes involving

“7Vfthe seaand clasa.

"it waa held tbat in that partiaular aas@, SO

;ﬁs& af estappel arising Qut':f‘{. ;;f".ﬁ“
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APPENDIX

Pope Manufactufing'Go. of Connecticut v. Clark,
1891, C.C.Md., L6 F. 789, 792.

In that case, the plaintiff, Pope Manufacturiﬁg
Co., acguired tltle to an Overman patent by assignment from
Overman and the Overman Wheel Company. Thé Overman Wheel
Company retained the right to manﬁfactura and sell pedals,
call them A pedals, under the patent, but not the particular
pedals, csall them B pedals (which were all pedals other than
A), it was now agreed, the Pope Co. was to manufacture and
sell. Accordingly, | |

"It ig clear that the legal title

of the Overman patent is in the complainant,

end that the Overman Wheel Company ls only

a licensee".

The importént guestion to be snswered was what was
the nature of the license., The Overman Wheel Company,
the court held, was the "sole" licensee, insofar as pedals
A were concerned; but thét "sole" right was a license
reserved by the restraint of sale of the patent, and was

not sn "exclusive right", as that term is today used in the

law.

Several opinions so construing the assignment contract

will be referred to hereinafter.

The aileged infringer was manufacturing the A

form of pedal that the Overman Wheel Company was manufacturing,

not the B pedal that the Pope Company was manufacturing .

All this 1s gathered from the followling actual

wording, page 792:

"The complainant acquired the title
to this Overman patent on June 10, 1886,
by assignment from Albert H. Overman
and the Overman Whesel Company, and by
agreement of that date it was stipulated
between the same parties that the Overman
Wheel Company should have the right without
payment of royalty, to make, use, and sell

-17-




the inventicns deseribed in that patent,
and that the complalinant would make, use
and sell pedals of the form then made by
the Overman Wheel Company, but that the
complai nent and its licensees might use the
form of pedals then used by them, or any
other form not substantially similar to
the form then used by the Overman Wheel
Company".

on the basis of these facts, the Court ruled:

First, "there is no doubt that the complainant is

  the proper party to bring sult for Ilnfringement and injunctlon '

citing the Waterman case, 138 U}S. 252 and, hecondly, gince
"Phe form of the pedal sold by the defendant appeabs to. be
the form which the‘Overman Company have the sole right to
maké; use anﬂ sell," iﬁ_WaS'no concérn_of the plaintiff, b
the Pope Company, which was manufacturing the.different A
pedéi. _ _
- 'The Court held that, on the other hand, the sult

dld not concern the Overman Wheel Company, either, because

"this affects only the question of damages, and need not

now be considered".
Apparenfly, the question was neither railsed nor

decided ag . to wbether the Overman Wheel Company should be

.Jcined as. a party plalntiff.

P. lj, Walker on Patents, Deller's Edition, 1937,
Section u31, page 16&0, comments | |

"But the holder of & license less
than exclusive must not join in a suit
in equity for an Infringement of the.
patent under which he is lilcensed
even when the Iinfringement consisted
in making and selling one form of the
patented invention, which the licensee -
was exclusively licensed to make and
sell (Pope Mfg. Co. V. Clark, L6 P, 289,
796 (1891}.

Tt would appear that the use of the word “exciusive“,
toward the end of this quotation, was not ih the sense that
this term is ofdiﬂarily empldyed. It wes used in the sense

of "solég". No question of exclusiveity arose in the case. As

“an "exclusive" licensee, the Overman Company would have been

=18«




required to;be'joined as party plaintiff; as a “so1e"
licenses, it was not so reQuired. o

In subsequent proceedings, Overman Wheel'Cb; V.
Curtls, 1892, C.C. Conn., 53 F. 247, 249, the defendant
pleadéd_deféct'in title. The Court overruled this contention:

"Under the assignment by the complainant

the Overman Wheel Company, of Juns 10,
1886, the legal title to the patent

vested in the complainant the Pope
Manufacturing Company, subject only to

the reservation by the Overman Wheel
Company of the sole right to make

pedals like the infringing pedal. The

two complainants, therefore, own all rights
under said patent, snd are the proper '
parties in this suit."

The declsion was reversed on sppeal, 1893, 2
Cir., 58 F. 784, but upon the ground onlyféf'invalidity_
of the patent.' The Court of Appeals did not rule wupon the
1ssue of defeet of title.

Now for the opinions construing the assign
contract in the Pope case, It was described as follows in
Sirocco Engineering Co. v. Monarch Ventilator Co., 1910,
¢.C.8.D.N.Y., 184 P. 84, 85, though Speaking Specifically
of the 1nstrument anolved in that case:

"I think that the instrument, although

called a license, was in legal eifect

an assigmment. It was a grant of the
patent, with the reservation of a license
to the grantor®.

In Lock Joint Plpe Co. v. Meller, 1916, 3 Cir.)
234 . 319,321, the Pope case was ggain construed as
holding that the instrument in the Pope case was an assignment
of the patent, "though it is coupled with a license back to

the assignor or with rights reserved by the assignor.”

-19-




The last decision in which I have found this case
cited is P. R. Mallory & Co. Inc. V. Automotive Mfrs'. Outlet_
Inc., 1930, D. C.8.D.N. Y., L5 F. 23 810, where it is among a

group of_cases supporting the following:

- "the alleged assignment (Plaintiff's
Exhibit 2) is to be regarded as an
assignment conveying to the plaintiff
‘the entire right, title, and interest
in the patent In suit, subject to
licensee in certaln commerclal fields,
and vests in the plaintiff the legsl
title to the patent.“

I therefore do not agree with thé;Walker text

above-guoted to_the effect that the license in the Pope casa

was "exclusive", assuming that the Walker text really meant
to use the term as different from "sole". In fact, the Mallory
decision continueds: ﬁ

"herefore, I am of the opinion that

the Elkin Works, Inc. is in a position to
sue, and that the licensees in the
limited fields, Radio Corporation of
America, General Electric Company and the
American Telephone and Telegraph Company,.

" which flelds are not claimed to be invaded,
are not indispensable as parties plaintiff®

- Difference between “Sole” and “Exclusive" Llcense
Swain, Joseph Wey Jre, Patents and Antitrust - Some Recent
Developments, u3 J.P.O.SOC., No. L, April 1961, page 251,

at page &5k:

"gxclusive license" does not mean sole
licenses. Thus, a non-exclusive license
may be outstanding, when the patent owner
grants a second license, subjeet to the first,
accompeanied by the promise that the grantor
Wwill give no further licenses. Western.
Electric Co., Inc. et al., v. Pacent Reproducer
Corp., et al., 42 F, 24 116 (2nd Cir. 1930);
Paul E., Hawkinson Co., et al. v. Carnell, et al.,
112 F. 2d 396 (3rd Cir. 1940)."

See also Philadelphia Brief Case Gompany Ve
Specialty Leather Products,. 1956 D.C.H. J., luS F. Supp.

425, aff. 242 F. 24 511,

-20-







LAW OFFICES

AXEL A. HOFGREN TELEFHONE
ERNEST A wEGNER HOFGREN.WEGNER, ALLEN, STELLMAN & McCORD et a0
JOHN REX ALLEN ) . b

WILLIAM J. STELLMAN ) 20 NORTH WACKER DRIVE AREA CODE 3i2

JOHN B. MeCORD

BRADFORD WILES

JAMES . WOOD CHICAGDO 60606
STANLEY C. DALTON

RICHARD S. PHILLIPS

LLOYD W, MASQN

TED E-KILLINGSWORTH

CHARLES L.ROWE August 26 s 1966

JAMES R.SWEENEY

W. E.RECKTENWALD
J.R.STAPLETCN
WILLIAM R.McNAIR
JOHN P. MILNAMOW
DILLIS V. ALLEN

W. A.VAN SANTEN, JR.
JOHN R.HOFFMAR

Mr. Robert H. Rines

Rines and Rines

No. Ten Post Offlce Square
Boston, Mass. 02109

Re:_ University of Illiﬁois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radilo Corporation

Dear Mr. Rines:
Attached please find copy of plaintiff's
second set of interrogatories to defendant Blonder-

Tongue, which was received by us this morning.

Sincerely,

: -"‘f .-’/? -
£ ’ g

JRA:DB
Enc.

RECEIVED

AUG 2 O 1966
RINESAND RINES

NO. TEN POST OFFIGE SGUARE, BOSTON




L.AW OFFICES

TELEFPHONE

" ERNEST A.WEGNER HoFGREN,WEGNER, ALLEN, STELLMAN & MCCORD

AXEL A. HOFGREN

JOHN REX ALLEN FINANCIAL G-1630
WILLIAM J. STELLMAN 26 NORTH WACKER DRIWVE AREA CODE 312
JOHN B. MeCORD

BRAGFORD WILES .

JAMES €.woob CHICAGO 80608

STANLEY C. DALTON .

RICHARD S.PHILLIPS

LLOYE W. MASON

TED E.KiLLINGSWORTH

CHARLES L.ROWE

JAMES R.SWEENEY AuguSt 12, 1966

W. E.RECKTENWALD
J. R.STAPLETQN
WILLIAM R.McNAIR
JOHEN F. MILNAMOW
DILLIS V. ALLEN
W, A, VAN SANTEN, JR.
JOHN R. HOFFMAN

Mr, Robert H. Rines

Rines and Rines

No. Ten Post Office Sguare
Boston, Mass. 02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories and
“Allied Radio Corporation

Dear Mr. Rines:

This will confirm the informatlion given Mr. David
Rines this afternoon with regard to Judge Hoffman s declsion
on our motions.

Judge Hoffman obviously spent a great deal of time
searching the law and read a declsion denying our motlons.
We have ordered a copy of the opinion from the reporter but
probably won't have 1t until early next week.

Z;A/ We were given twenty days from today to file our
Y " answer at which time I will present a motion to dlismiss
Allied Radioc as a party defendant.

It is too bad thils happened as it means that you
will have to file sult on your patent in New York.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

ohn Rex Allen

JRA:DB | RECE‘VE

. Alu 15 1968
‘ RthbANDRINES

ND, TEN POST 0FFiCE SQUARE, BQSTON
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LAW OFFICES

AXEL A. HOFGREN

trnzst awzener 2 HOFGREN, WEGNER, ALLEN, STELLMAN & McCoORD

TELEPHONE

JOHN REX ALLEN FINANCIAL 6-1630
WILLIAM J. STELLMAN . 7 AREA CODE a1
JOHN B. McCORD 20 NORTH WACKER DRIVE

BRADFORD WILES

JAMES C.WOODh - CHICAGOC 606806

STANLEY G. DALTON

RICHARD 5. PHILLIFS

LLOYD W. MASON

TED E.KILLINGSWORTH .

CHARLES L.ROWE

JAMES R. SWEENEY JU.ly 18 » 1966

W. E.RECKTENWALD
J.R.STARLETON
WiLLIAM R, MeNAIR
JOHN P. MILNAMOW
DILLIS V. ALLEN
W.A. VAN SANTEN, JR.
JOHM R.HOFFMAN

Mr. Robert H. Rines

Rines and Rines

No. Ten Post Offlce Square
Boston, Mass. .02109

Re: University of Illinois Foundation
v. Blonder-Tongue Laboratories
and Allied Radio Corporation

Dear Mr. Rines:

Mr. Mann agreed to our proposal so there willl
be no necessity to flle the answers to the interrogatorles
until the Court hands down its decision on our motion.
Mr. Mann is also going to call the matter to the atten-
tion of Judge Hoffman in the hopes of getting a prompt
decision.

Of course, you should be ready to answer the
Interrogatories, if possible, by the 27th.

We will keep you adviséd of developments.
| Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

ohnh Rex Allen

RECEIVED

JjuLl 9 1966
NDR\NES

EN POST BFFlCE SQUARE, IOSTON

JRA:DB

30, 1




LAW OFFICES

TELEPHONE
FINANCIAL &-]1630

ERNEST A WEGNER HoFGREN, WEGNER, ALLEN, STELLMAN & McCoRrRD

AXEL A-HOFGREN

JOHN REX ALLEN

WILLIAM J. STELLMAN : iven cobe aie
JOHN 8. MeCORD 20 NORTH WACKER DRIVE

BRADFORD WILES

JAMES C.WODOD CHICAGC 60806

STANLEY C.GALTGN

RICHARD 5. PHILLIPS

LLOYD W. MASON

TED E.KILLINGSWORTH

CHARLES L. ROWE 66

JAMES R.SWEENEY July 12 s 19

W. E.RECKTENWALD
J.R.STAPLETON
WILLIAM R.McNAIR
JOHN F. MILNAMOW
DILLIS v- ALLEN

WA VAN SANTEN, JR.
JOHN R.HOFFMAN

Mr, Robert H. Rlnes

Rines and Rines

No. Ten Post Office Square
Boston, Mass. 02109

Re: The Unlversity of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radio Corporation

Dear Mr. Rines:

- Attached please find copy of memorandum order
received today in the above case. Thls essentlally means
that Judge Hoffman is going to press us to get to trial
as soon as possible. Normally cases are not placed on
this call until they are at issue.

_ Have you reached any decislon yet as to the
plaintiff's interrogatories? '

Yours very truly,

JRA:DB
BEnc.

RECEIVED
JULi&Blgﬁa
RINES AWD RINES

NO. TEN POST OFFiCE SHURRE, EOSTORM




Representing .

- Cause Nn' ///\ﬂy

Tltle of Cause M | Y.

o Brief State'men't_*
v of Motion

" of parties they.
.represent. ' - -

UNITED STATES DISTRICT COURT, NORTHERN- DISTRICT OF ILLINOIS
__EASTERN DIVISION | |

JULIUS J. HOFFMAN

Name of Presxdmg Judge, Honorable

67;*

The rules of this court require counsel to furnish the names of all parties entitled to':_,'-

" notice of the entry of an ‘order and the names and addresses of their attorneys. Please
: do this xmmed:ately below (separate hsts may be appended) SRR

Names and

i " Addresses of .
- moving counsel ;-

Names and s Sn
“ Addresses of

other counsel
entitled to° -
notice and names ..

R'eserve space below for motations by minute clerk

 ON COURTS MOTION | |
 CAUSE PLACED ON CALL OF CASES HOLDING PLACE FOR TRIAL

' ' ; m NESS
Hand this memorandum to the Clerk. R | N £S5 U.!:FTgEDCQUARL BOSTON &7 =

Counsel wzll ot rzse to address the %u@unoﬂ motmn has been cal]ed.-,-_'1,3""'




LAW OFFICES

 AXEL A-HOFGREN TELERHONE

ERNEST A-WEGNER HoFGREN.WEGNER, ALLEN, STELLMAN & McCoRrD

JOHN REX ALLEN FINANCIAL &-1630

WILLIAM J. STELLMAN AREA cooE 3l
. WILLIAM . STELL 20 NORTH WACKER DRIVE

BRADFORD WILES . ) . CHICAGO 60606

JAMES C.WOOD
STANLEY C. DALTON

RICHARD S.PHILLIPS .

LLOYE. W. MASON

TED E.KILLINGSWORTH

CHARLES L.ROWE 6

JAMES R. SWEENEY ) J‘J-ly 5 2 19 6 M '
W. E.RECKTENWALD

J.R.STAPLETON

WILLIAM R.McNAIR

JOHN B MILNAMOW

DILLIS V. ALLEN

W. A VAN SANTEN,JR
JOHN R.HOFFMARN

Mr. David Rines

Rines and Rines

No. Ten Post Office Square
- Boston, Mass. 02109

Re: The University of Illinois Foundation
v. Blonder-Tongue Laboratorles, Inc.
and Allied Radio Corporation
Civil Action No. 66 C 567

Dear Mr. Rines:
Attached please find copy of memorandum order

in the above case.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

JRA:DB
Enc.

JUL -7 196
RINESANDRJNES

N0, TEN post OFFICE SQua

. RE, BOSTON




%(P‘
V\jQ

UNITED STATES DISTRICT COURT, NORTHERN DISTRICT OF ILLINOIS
_EASTERN _ DIVISION

Nam_e of Presiding Judge, Honorable Julius J. Hoffman

Cause No 66 ¢ 567 ) o | Date_June 30, 1966 .

© itle of Cause  __The University of Illinois Foundation, Plaintiff,

__#_L_ElQnQgx_EQngue_LahQnahariES+_Inc;_iﬂ;iiLrﬁnaﬂendants
Brief Statement| Lursuant to stipulation the time for defendant Bonder-Tongue
Laboratories, Inc. to object to plaintiff's first set of -

of Motion
2 ' : ./ interrogatories be extended to and including July 17, 1966
ki . and_the time {9 answer said inter'robatories be extended
_ . o f to July 27, 1966,
, /é;/b/ﬂ‘{/ he Files of thisTeourtyequire counsel to furnish the names of all partles entitied to
o notice of the entry of an order and the names and addresses of their attorneys. Please
A , do this immediately beIow (separate lists may be appended).
o Names and John Rex All en

- Addresses of
moving counskl

. Names and

- - notice and names

20 North Wacker Drive, Chicago, Illinois 60606

Representing

Defendants

Merriam, Marshall, Shaniro & klose

Addresses of
-other counsel

30 West Monroe Street, Chicago, Illinols
entitled to : .

Representing Plaintiff
of parties they \
represent.

\ pEeEmmm
—[RCuC s~ 1986 ) SRR

_ Reserve spaa]“ fHte _c]erk. :

DLRINES

UARE, BOSTON -
Hand this memorandum £o0p TERRO8] BFFICE S
Counsel will not rise to address the Court until motion has been cal]ed




LAW OFFICES

ERNEeT AWoOH R HOFGREN.WEGNER, ALLEN, STELLMAN & McCORD

TELEPHGNE
JOHN REX ALLEN FiNANCIAL €~1830
WILLIAM J. STELLMAN 20 NORTH WACKER DRIVE AREA CODE 212 |

JOHN B- McCORD
BRADFORD WILES
JAMES C.WOCoD
STANLEY C. DALTON
RICHARD S. PHILLIPS
LLOYD W. MASCON .
TED E.KILLINGSWORTH

CHARLES L.ROWE June 30, 1966

JAMES R. SWEENEY

CHICAGO S806806

W. E.RECKTENWALD
J. R.STAPLETON
WILLIAM R.McNAIR
JOHN B MILNAMOW
DILLIS V. ALLEN

W, A VAN SANTEN, JR.
JOHN R.HOFFMAN

- Mr. David Rines
Rines and Rines
No. Ten Posgst Office Square
Boston, Mass. 02109

Re: The University of Illinois Foundation
v. Blonder-Tongue Laboratories, Inc.
and Allied Radlo Corporation
Civil Action No. 66 C 567

Dear Mr. Rines:
 Attached please findrcopy of stlpulation entered
Into with counsel for plaintiff in the above matter.
A copy of the order signed by Judge Hoffman will be sent
you tomorrow.
Yours very truly,
HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

C:£%<%{£”W;%;% 52;ﬁ%%?“

John Rex Allen

JRA:DB
Enc.




_ PLEASE RETLRN THIS
" HARRY A. GILBERT '

+ "BLONDER-TONGUE LABORATORIES, INC.
_ 9 ALLING STREET, NEWARK, NEW JERSEY 07102

_JUNE 27, 1966
DATYE

' . o : T SUBIECT
.". ... M r. Robert H, Rines ; : :

Rines & Rines
No. Ton Post Office 54, Unlv. of Illinois Patent

~~Boston; Mass. ™ — - _ E Suit

Dear Bob:

Enclosed is a c0py of an article which appeared in Home FUI‘HlShlngS
Dally . -

I assume that this was the report of local reporters. We are stili
< ] folowing the plan of giving no publicity releases until we receive
& _ . clearance from you. :

C/mPmo i

Enc, - _"M :;;;T _.“mﬁ,“;;w:_w,
I ~ RECEIVED

| | | | Um0 1988

e | - | o RINES AND RINES

| R 3O, TEl POST DFFICE SCUARE, BOSTON

S31aG M E
(k§r e T

102 ar L ADDRESSEE ~ RETURN WHITE COPY

T —

wmimasr=s ADBPRESSEE FOLD MARKS ¢

H
i
i
i




‘Mr. ﬂatry Gﬂhert, V.P.

_June 24, 1966

_BLDNDER#TBNG&E LABORAT@RIES, IHC._.

9 Alling Street

~ Newark, New Jersey 07102 =~ _ e gJ

BT

' 'Dear Harry:

Here 8 the article we dismssed on the

' _patent infriugemnt suih

Please keep us . adviseé af al.l fm:ure devalap—- :
o mnts :I.n this ease.- e S : _

|DATE "

| sionep

ARD"PINK COPIES

RINE

X0, TE PGoT oes uc+ SQU i E“T'm .

[TE COBY, RETURN PINK CO

TO SENDER.
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LAW OFFICES

AXEL A.HOFGREN _ TELEFHONE
ERNEST A WEGNER HOoFGREN, WEGNER, ALLEN, STELLMAN & McCoRD

JOHN REX ALLEN FINANGIAL B-1630
WILLIAM J. STELLMAN AREA CODE 312
i b MoeORD _ 20 NORTH WACKER DRIVE

BRADFORD WILES

JAMES C.WOOD CHICAGS 808086

STANLEY €. DALTORN
RICHARD S.PHILLIPS
LLDYD W. MASON

TED E.KILLINGSWORTH

SAMES A SwEENEY _ June 23, 1966

W. E.RECKTENWALD
J.R.STAPLETON
WILLIAM R. McNAIR
JOHN P MILNAMOW
DILLIS V- ALLEN
WA, VAN SANTEN, JR.
JOMN R.HOFFMAN

Mr. Robert Rilnes

Rines & Rines

No. Ten Post Office Sguare
Boston, Mass. 02109

Re: Unlversity of Illinois Foundation
v. Blonder-Tongue Laboratorles, Inc.
and Allied Radio Corporation
Civil Action No. 66 C 567

Dear Mr. Rlnes:
Attached please find copy of plaintiff's first
gtgyf

set of interrogatories to Blonder-Tongue which was

recelved by ug this morning.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

Jphn Rex Allen
JRA:DB
Enc.

RECEIVED

JUN 24 1366 |
RINES AND RINES

0. TEN POST OFFICE SQUARE, BOSTON




AXEL A. HOFGREN
ERNEST A. WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN B. McCORD
BRADFORD WILES
JAMES C.wOoOD
STANLEY C. DALTON
RICHARD 5. PHILLIFS
LLOYD W. MASQN
TED E. KILLINGSWORTH
CHARLES L. ROWE
JAMES R. SWEENEY

W. E. RECKTENWALD
J.R.STAPLETON
WILLIAM R. McNAIR
JOHN P MILNAMOW
DILLIS V. ALLEN
W.ASVAN SANTEN, JR.
JOHN R. HOFFMAN

LAW CFFICES

TELEPHONE
FINaNciaL 6-1630

HOFGREN, WEGNER. ALLEN, STELLMAN & MCCORD

20 NORTH WACKER DRIVE AREA CODE 312

CHICAGO 60606

June 20, 1966

Mr. David Rines

Rines & Rines

No. Ten Post Offlce Square
Boston, Mass. 02109

Re:. Unlverslty of Illinois Foundation v.
Blonder-Tongue Laboratories, Inc. et al
Civil Action No. 66 C 567

Dear Mr. Rines:

Attached please find copy of the two orders

entered in the above case on June 16th,

JRA:DB
Enc.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

ohn Rex Allen

RECFIVED

ShNDRlNES

\10 TEN #0ST OFFICE SOUARE, B BOSTON
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: - B * : U"IITED STATES DISTRICT COURT NORTHER\T DISTRICT OF .ILLINOIS . oo o
| . _ | Fastern L DIVISION vl - - ?/ .
[ Name OflPres"din.g Judg’e,'HonorabI_e J ulius J Hof‘fman B o
| e No 860560 Dus_ 6A6/66

TltIe of Cause _The Un,uersity ofJMJnois_Egunﬁat 10n_x.r_..__BJ,onder_Tnngue.

: Laboratories, Ing; and Allied Radio Corporation

Brief Statement ... Motion for Jeaye to fi l_e .De fendant s__Be ply_Br.ief
of Motion

‘ _-min_Suprrt of its. MotiQthQMDismiss ehc..
ijéaﬂy |
7Y

/
g

s

The ruIes of this court require counsel to furnish the names of all parties entitled to
notice of the entry of an order an: the names and addresses of their at’corneys Please
do this rnmedlauely below (separate Mists may be appended) ‘ e :

Names and John Rex Allen. _;..__-
Addresses of _ o o e , .
moving counsel ... 20 North Wa_cker Drive. R y : s .
Representing ... Defendants.
Names and. Merriam, Marshall,
- Addresses of ) _
oppd’sin g .30 West Monrpe St P8.5:_13_,,--‘._Qb_-'}..@__a&_C’__;--,_I_.l_l_.l.ﬂ_i__
counsel (if any) S : o - . .
and names of . Rebresenting Plaintiff
parties they ' ' a '
represent.

o - Reserve pace below for notatlons by minute ;:lerk - p
--¢éﬁig,7%“ 44%4;%“' Hzazzﬁ%’déﬁ'

aRcherD
__JUN 21 1966

RINES AND RINES
ﬁvwmnmwvﬁmrmmmrﬁrmu

Hand thm mcmorandum to the Clelk _ : :
Counsel W1II not rise to- address the Court until motion has been called.

/ * . .
K%z/ /uzu;//ﬂ /,,7//£7¢ 3 %z"; i




Brief Statément
of Motion

- Names and
Addresses of
moving counsel

Representing

Nzmesg and
Addresses of

~ other counsel

-~ entitled to
notice and names
of parties they
represent. .

K,,/

Zuil

. Hand thzs memomndum to the Clerk: :
- Counsel will ‘not rise to address the Comt until motmn has been called

©
X : [Col-o OO a. M, Q .
UNITED STATES DISTRICT URT, NORTHERN DISTRICT OF ILLINOIS
EASTERN. DIVISION: /
Name of Presiding Jﬁége, Honorable" "IUL_IUS e mrmm‘- L
Title of Cause __University of I111n01s Foundatlon Ve Blonder—Tongue
Laboratories, Inc., et al. -

—T T —

-
Status Call

The rules of this court require counsel to furnish the names of all parties entjtled to
notice of the entry of an order and the names and addresses of thelr attorneys. Please .

~do this 1mmgdxately bemw {separate hsts may be appended)

'WFWFWME* 
1B 20 198

\mzw&muéﬂJ

- HOFGREN, WEGNER, ALLEN, .
__ STELLMAN. & McCORD. -

Reserve space below for notatmns by mmute clerk

/gz .7"/_ % 7:/_;7—7_, /f //'2;/-"?4’_/4-—- jm/—%m / /rz/ _74-—-
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AXEL A.HOFGREN
ERNEST A.WEGNER
JOHN REX ALLEN
WILLIAM J. STELLMAN
JOHN B. McCORD
BERADFORD WILES
JAMES C.WOODD
STANLEY C.DALTON
RICHARD S. PHILLIPS .
LLOYD W. MASON

TED E. KILLINGSWORTH
CHARLES L. ROWE
JAMES R.SWEENEY

W. E. RECKTENWALD
J.R.STAPLETON
WILLIAM R. MeNAIR
JOHN P MILNAMOW
CILLIS V. ALLEN

W ASVAN SANTEN,JR.
JOHN R. HOFFMAM

LAW OFFICES

TELEFHONE
FINANCIAL 6 -1830

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

AREA CODE 212

20 NORTH WACKER DRIVE
CHICAGO 60606

Juné 16, 1966

Mr. David Rines

Rines and Rines

No. Ten Post “ffice Square .
Boston, Mass. 02109

Re: University of Illinois Foundation v. _
Blonder-Tongue Laboratories, Inc. et al
Civil Action No. 66 C 567

Dear Mr.Hhnes:

This morning we appeared before Judge Hof fman in'_

response to hls status call.

The first thing that came up was a notice from the‘

Clerk of the Court calling the attention of the Judge %0 the
fact that there appeared to be related cases pending before
Judge Lynch which might, according to our Court's rules, mean
that the case should be transferred to Judge Lynch. I was
able to show the Court that the cases were not so related as
to warrant the transfer and the Judge declded to keep the case
on his calendar.

Judge Hoffman has been on the bench for more than

25 years, about 10 years of which he was on the state court

and for the last 15 or so he has been on the federal court

where he has tried a great many patent cases. Before going

on the bench he was general counsel for the Brunswlck Corporation
where he had a considerable amount of experience because Mr.
Hofgren of our firm was at that time patent counsel for
Brunswick. Judge Hoffman is generally considered to be one of
our best patent Judges.

Judge Lynch has-a good reputation as a lawyer but

has no Jjudliclial experlence and no patent experience.

After this decilslon was made I asked the Court for

leave. to file the reply brief as his order did not refer to




Mr. David Rilnes
June 16, 1966
Page No. 2

a reply brief. The'Court granted my request and the brief
was filed. Judge Hoffman normally acts on these motions
qulte promptly so I would expect a decision this month.

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

John Rex Allen
JRA:DB ‘ _




" LAW OFFICES

TELEPHONE
FINANCIAL 6-1630

AT A WEGNER HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

JOHN REX ALLEN

WILLIAM J. STELLMAN AREA CODE 312
JOHN B. McCORD 20 NORTH WACKER DRIVE

BRADFORD WILES : . .

JAMES C.WOGD CHICAGO 60608

STANLEY C. DALTON

RICHARD S. PHILLIFS

LLOYD W. MASON

TED E. KILLINGSWORTH

CHARLES L. ROWE ”

JAMES R.SWEENEY June 1 5 3 1966

W. E. RECKTENWALD
J.R.STAPLETGON
WILLiAM R. MaMNAIR
JOHN P MILNAMOW
DILLES V. ALLEN
W.ASVAN SANTEN. JR.
JOHN R, HOFFMAN

Mr. David Rines

Rines and Rlnes

No. Ten Post Office Sguare
Boston, Mass. 02109

Re: University of Illinols Foundation v.
Blonder-Tongue Laboratorles, Inc. et al
Civil Action No. 66 C 567

Dear Mr. Rines:

Thank you for your letter of June l4th. We have
read the brief and the cases cited and see nothing to modify.
However, we thought 1t might be helpful to add a statement
about the legal conclusion contalned In the affidavit and
therefore rewrote the last page as per copy attached.

We also rewrote page 9 of the brief because of a
typographical error in the cltation of the Comptograph case.

- As you know we are golng in tomorrow on a status
call at which time I will ask leave Of the court to file
the brief as no reply brief was provided for in the Judge's
order. : '

Yours very truly,

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

%@%

John Rex Allen
JRA:DB o g"* i ATEN

Lo b
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LAaW OFFICES

AXEL A . HOFGREN N B -
ERNEST A WEGNER HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD
JOHN REX ALLEN
WILLIAM J, STELLMAN
JOHN B. McCORD
BRADFORD wILES
JAMES C.WDOD
STANLEY C, DALTON
RICHARD S. PHILLIFS
LLOYD W. MASOMN

TED E. KILLINGSWORTH
CHARLES L. RQWE
JAMES R.SWEENEY

TELEPHGNE
FINANCIAL 6-1630

20 NORTH WACKER DRIVE . AREA CODE 312
CHICAGO 60606

W. E. RECKTENWALD
J.R.STAPLETON
WiLLIAM R. McNAIR
SJOHN P MILNAMOW
RILLIS V. ALLEN

W.A VAN SANTEN, JR.

JOHN R. HOFFMAN June 10, 1966 {;3"/(;,_,/_7

e,

Mr. Robert Rines

Rines & Rines

No. 10 Post Office Square
Boston, Mass. 02109

Re: University of T1linois Foundation
Vs: Blonder-Tongue Laboratories, Inc.
. and
Allied Radio Corporation.

Dear Mr. Rines:

Attached please find copy of Plalntiff's
Answering Brief in the above case, which was
served upon us so late today that I did not have
a chance to check the decisions clted.

Very truly yours,

EN, STELLMAN & MC CORD

HOFGREN, WEGNER

y

JRA:elh

MCE!VED
JUN X2 1988 |
RINES aup RINES

NO. TEN POST Gerice SWARE, ZigTon




- LICENSE AGREEMENT

THIS LICENSE AGREEMENT entered into this lst day

;"J30f‘ December s 1965, by and between the UNIVERSITY OF

'E;ILLINOIS FOUNDATION a non-profit corporation organized and

J-ffﬁrexisting under and by virtue of the laws of the State of

L‘rIllinois, hereinafter referred to as "LICENSOR," and JFD

" ELECTRONICS CORPORATION a ‘corporation organized and exiﬂting

2V¥?:under and Dby virtue of the laws of the State of New York,E‘_Fﬁ

5 fihereinafter referred to as "LICENSEE L

‘WITNESSETH:

Y

WHEREAS LIGENSOR 18 the owner of the entire right, “rﬁ¢'°f”.

ﬁ;title and 1nterest in end to Letters Patent of the United

%.States as follows.

f?Inventor(s) *PEtent No. Issued f‘::i'Titie




. “Inventor(S)':iL;Pétent NoﬁfaV ISsuedfﬁ' ;?Vi Fit1e- 

Isbell . 3,210,767 10-5-65.  °~ ° Frequency Independent - .
R ) S ~ - 7o Unidirectional Antennas ' .

as well as applicat;ons for United S@éﬁequétters Pateqt-as‘*z’7ﬁn"f :u”

follows:

;nventor(s)fiJ?ﬂSerial No.fk.- Flled

) | Wﬁmmﬁm”ﬁm M‘@u CATIONS

'?1_as well as the inventions set forth and described in and by ‘ ‘ :
. each of the aforesaid Letters Patent of the United States and . R
¢ applications for Letters Patent of the United States, and |

WHEREAS, LICENSOR also is the owner of ,the entire
. right title and interest in and to Letters Patent of countries

'il,other than the United States as follows.‘




2e LICENSOR hereby grants and agrees to grant to LICENSEE

. . Lan exclusive non-transferable right and 1i.cense only 4n the i‘ield

of receiving; aamtemna.s f"fox- television ‘-"a,nd FM broadcast:xng stations ?f. o




" and antennas for amateur and citizens band transmission and

-E reception-in the United States and in all countries other

g than ‘the Unilted States to make, use or sell or have made for

'{ to practice or use the inventions herein licensed-or which

LY

its use or sale any 1nvention described in any of the afore~

;"gfmentioned Letters Patent as well es the aforesaid applications‘ RO
i fop Letters Patent ahd any invention, acquired by LICENSOR, priorﬁ";‘Elﬁ
., to or during the term ox exterided term of this agreement which ‘EfElffg

”afhinvention shall be subsidiary, auX111ary, useful or necessary -

- shall e an improvament thereof and any continuatiam , division,zfm";”:“f

. utility model, design or contin“ati°n“in“part application

o relating to sald licensed patents or applications and to any

"aﬁfreassues of any licensed patents. The components 80 manufac-

."?2_f¥5tured, used or sold are herein referred to as "LICENSED ARTICLES"'““#'

a. LICENSEE is also granted an option to acquire

m*f.f:a non-exclusive 1icense under the 1icensed patents and 1nventions ,ff

““5ﬁigranted herein at the same royalty rates but subject to equali

. treatment with the most. favored LICENSEE

'—n‘i .

'““i_for all fields other than the field of the exclusive license_if”i“fifi




14, In the event that LICENSEE shall call the

- !. attention of LICENSOR in writing to an 1nfr1ng1ng deV1ce made ff‘

"and sold by a competltor of LICENSEE and shall demand that an

,_‘uh~act10n for-znfrlngement be oroughtby LICENSQOR W1th respect |
‘thereto 'and in the event that LICENSOR shall fail to imstitute =

Ez‘such'actlon within thlrty (30) days after sending of such

. notice, then LICENSEE shall have the right at its own expensefihh,fﬁf

fﬁ'to instituteAand'prosecute an action with réspect to such
- infringement and may apply one-half (1/2) of royalties to the

-fiexpense of the same, and payment shall be reduced accordingly.

_ From any such recovery, LICENSEE may further | | :@f
f;relmburse itself for its expenses; if any funds are then left, n"
then from such funds in said recovery, LICENSEE shall pay LICENSOR

che royaltles prevzously thhheld with respect to or on account -

“of such actlon, 'if thereafter, any funds remazn from such Tecovery.wu

3that shall be dlvzded evenly .. between LICENSOR and LICENSEE.

_.This vight of LICENSEE to send. notzce and demand
Eﬂ!for action and to-br1ng action for 1nfr;ngement shall not be "'
“limited to a single:action for infringement but shall extend

:fto such actlons against such parties as LICENSEE deems neces~

L

:sary, not in excess of ° - at any one time, prov1ded that
-at no one time shall such‘actlons ‘involve duplmcatlon of issues :
€jfaga1nst the same ultlmateuparty in 1nterest. In the event N .ﬁ
"however, that LICENSEE shall elect to brlng an actzon whxch

" L RIRT :..A}_y L ERE
" shall increase:nhe'numberjpf pending?agtzonS‘brought by. LIC NS“E




above the said number, it may do so; but in such latter event | ﬁ7f5¢
Hilt may w1uhhold only such part of the royalty as will leave | v
_fthe.LTCENSOR ‘ 5§9§ . - ' of the entlre royalty
" due LICENSOR in any one year, after deduct;on of LICENSEE'S

and HICmNSOR“S ex endliures and commitments for expenditures
LP _ _ ? _

“for litigation: it being understood, however that LICENSOR'S
such expenditures and commitments for expenditures will not

of the royalties

for this purpose exceed’

" due in any one year.




# ] J' . UNITED sTATES DISTRICT COURT, NORTHERN DISTRICT OF ILLINOIS e e
i . — EASTERN DIVISION oy

Name of Pxesuimg Judge, Honorable o ulius J_ Hof‘ffnan

",_.-Cause-No 66.C 567 o . o _Date 5/25/66

Title of Cause _The University of Illinols Foundation v. Blonder-Tongue. _

Laboratories, Inc. and Allied Radio Corporation

" Brief Statement Mo tion.to. Dj.qmis.a-__umer_-_tm_ Pxoyiﬂians_mofmﬂulg_12_(‘OJ and/or
: of Motlon

Motion-f‘or Summary Judgment under the Provisions of Rule 56

The rules of this court require counsel to furnish the names of all parties entitled to
" notice of the eniiy of an ovder and the names and addresses of thexr attorneys Please
do this 1mmed1ately below (separate hsts may be appended)

i{Q.fgren degner, a1 len Stellman & MoCord.

Addresses of

' moving counsel _20_North Vas cker Drj..m,,mcm at,p hﬂmm_?
Representmg . anendants - . SRR
o T : . 6’14,
. Names and Merriam Marshall Shaoiro & Klose ‘fl Sror Gy
-~ Addresses of - | oo A
" other counsel 30 WE‘St Monroe Str-eet . Chicafro Illinois

| ... entitled to '
{~ - notice and names ._ Pla intif‘f
| o of parties they . S : e
.- represent. ... - ' :

--jﬁ?ﬂ

L

/g::é- ‘5'/-/ 5,,4/_””/’?"7

'ﬂ'L_, S - :- Reserve space be}oy/ for notai

| MM3LB% _
S AND R\N't‘o 7

e ﬂ}} "r--u_gn"i‘[ nFFaGE Q“P'“E BOSIOR,

" Hand this mewiorandum to the Clevk. .

e

T, e f}//.,/447f:z}:’ /'/} .Z’L;’J‘f’//’ﬁj"‘;y .‘:
__,_4;/9'!/ f’mﬂ/’ﬂ‘ﬂ/’/ﬁ/?f ,/«Z /- -'/ﬂ’//’i"‘/ 4‘5:





































3’0 _Merrism, mmmu, shapzre s maae |
3@ Went ﬁeum ﬂtmt L G

5, /S/_ John Rex Allen
Kttorneys i‘m-_ ﬁ?endmt
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MAY A PATENTEE SUE FOR INFRINGEMENT
WITHOUT JOINING AN EXCLUSIVE LICENSEE?

We are presented with the'followihg‘prdblemz_.
Ma is agsignee_of a patent and grants an exclusive
license to B;' | | o
o C is alleged to infringe.
A sues C, but.Bfis;noﬁ joinéd as é party.
-is-B,'the exclﬁsivé licensee a necessary partye.
If so, any cases 1n Illinois or that circuit?“’
We have also the following additional 1nformation'
First, The "exclusive licsnse to B" 1s for a-
partlcular field only, j' o | o |
Secnndly, C is charged with infringement in that
precise partlcular fleld, ‘and | |
Thirdly, the exclusiva licensee 1is required to pay
royalties, wherefore an invasion of the field by the infringer

¢ will affect the finans;al returns of_both A and B.

6 PROPER, NECESSARY AND INDISPENSABLE
| PARTIES |

There 1s also a subsidiary'Question reiating to
the wor6 "néQessary“; 1n_the expression "hecessary party".
The ward_“hecessaryﬁ éhduid probably have'ﬁeen
"indiépensable“. Ih_thié connection, refebence may be made

to Barney v. Baltimore City, 1867. 6 Wall 280, 28L:

e

S e L W




Thers 1s a class of persons having such
relations to the matter in controversy,
merely formal or otherwise, that

while they may be called proper parties,

the court will take no account of the
omisslon to make them parties. There is
another c¢lass of persons whose relations

to the suit are suech that, if theilr :
interest and their absence are formally
brought to the attention of the court, it
will require them to be made parties if
within the jurisdliction before deciding

the case. But if this cannot be done,

it will proceed to administer such rellef:
a8 may be in 1ts power, between the -
parties before it. And there is a third
class, whose interests in the subject matter
of the sult, and in the relief sought, are,
‘g0 bound up with thet of the other parties,
that thelr legal presence as parties to the
proceeding is an absolute necesslty, without
which the court cannot proceed. In such
cases the court refuses to entertaln the suit
when these parties cannot be subjected to its
Jurisdiction. There are cases in which,
quoting from a prior decision, "a final decree
cannot be made without elther affecting that
interest, or leaving the controversy in such
a condition that its final determination may
be wholly inconaistent with equity and good
“consclence."

The second'claésigf persons:here mentioned may .
be termed "pfoper"-or."pécessary" parties. The third |
class are in the ﬁindiééehsablé“.dlass. As will appear
hereinafter, the “exclusivé_licénse" is in this insténce
-"indispensabie". It is also é "pfoper" or "necessary"
?arfy, and-the‘COurf w111 o}dér it to be_madé a party if it
is within the jurisdictlon. As merely a "proper" or
."necessary" party, however, the Court sould procéed to
adjudicate the case witbout.its_presence.

~ The distinctioh:isiof'impoftancé for several
reasons, not the least of'%hiéh is that,.in:thePCQSe of a
"prOper" or "necessary" péfﬁy, Rule of the Fédefal'

- Rules of civil Procedure requlres that an answer be filed

‘“2— F—




to the complaint; but that, in the case/of an "indispensable"

party, it is sufficlent to file mere]

Rule 12, F.R.C.P. Defen es‘ete._

(b) How Presented. Evepry: defense + ¢ » shall
be . asserted in the responsive pleading thereto
if one is required, eXcept that the following:
defenses may at the gption of the pleader

. be made by motion: (7) fallure to join‘
~an indispensable pe;ty. _ _

L S ST B TR
...-—-;-«n»«““‘“ a
e

%Rﬁﬁ EXCLUSIVE LIGENSEES ARE ASSIGNEES.

" &e«eﬁ

f ssoriiamia,

o
Ianaterman Ve McKenzie, 1891, 138 U.n. 252 255,
ﬂ %gﬁ‘gﬂ&ﬁ@ﬁ&wgﬂm

the Supreme Court distinguished between three kinds of

ﬁf
assignment of a petent, on the one hand, end bar 1icenses
j, -

- SEE
EPRCREU— B

a motion toldismies:.ﬁ.

4

on the other' ?EvefywinetrUment that does not fall within_

" one . of  the. three kinds of a signment

;follows*ﬁmMW,wﬁnungen

. & o
.butsa mere‘llcenee, -Theﬁthree.kinde of assignment are as

"Dhe patentee or his assigneee may,

by instrument in writing, %ssign, ‘grant
and convey, either, Ist, the whole patent,
comprising the exclusiVe right to make,
use and vend the invention throughout

~ the United States; or, 2nd, an undiv1ded
_part or share of that exclusive right; or,
3rd, the exclusive right under the patent

within and thrcughout a specified part of
the United States,j_:

A holder of any of these three rights, the Ceurt continued,z

is an assignee, vested with

"a title in so mucb of the patent itself
with a right to sue infringere, in the
second case, jolntly with the assignor;

e in the first &nd- third cases, in the name

S . of the. assignee alone

N, This 1ast uotation is to the effect that the

N r?

assignee, even though termed'anf"exelusive licensee ,_*
Am "
%Lﬁ“ &«f‘é‘&iﬁs’ ““gh’ ;
The true party in interest, and, therefore, the party g

only psrty so entitled




o

e

i

e”eeM Py

%%—e

to eue, in the case of he first - e«&m&es. In

g

. C
R

. the case of the secozj gjaes, he yfis required to fue "jointly

5% L L ad &gf
{wjth the asmgr@é 'y beca se hg does not have complete title
to the petent. He has tit}g to only "en undevided part: or
v OE A £ that exclusive £1 httf'mﬁﬁwwﬁﬁwwﬁf f?ﬁ emaini
Rl S, Js are o at exclusive #ig e owner O e, remaining _
BN f G i L eie’weee«w
3 W&%\ : “part or share") must herefore ,]oin in the suit" in order that "’
- § 2‘3\% the defendant may #iot be compelled to become subjected to a
5 ,‘%‘ @(;,f;a i 4
% .1a1:er euit for r:_.-ngement of guch remaining part of the
f%*fe:% % S E : e MLt
h Patent. S ﬁ?

i

@ ‘
HEELS o &
%

eee-_

-@h«reﬂmm;mned n Independent W:.relese _
Telegraph Company Ve Radio Corporatlon of America, 1926 269

f@# gge& o

G F
R e

g% &é% 5'U. S. LL59, waﬁfe Supreme Court found s way %o, solve the g
| Ag j‘%% %gproblem, ﬁ%egh'?h-mﬁof how to force an unwilling wﬁﬂﬁgﬁeﬂwﬁ
o *Q%WQ f%?‘:gaiflieensor, who 1ls out of the jurisdictlon, to become a perty |
_ % “% !to an infringement sult by an exclusive llceneer. +Though o4 R,
Nx%%‘%g.;:ﬂ%%%mnymaffﬂ“““¥7ﬁ§efﬁﬁiﬁ?ﬂﬂ?”wiﬁﬂrm%hnyewsxudetiéaeméeé;;:Emmﬂﬁﬂ i'_ |
| g\% { P&Eﬂ-@&éﬁgﬂ%m%ew -epinicn, fer ~6XEMpey-pape—ib @,nwtna;mwﬂ@e _
‘ % eﬁ& _gwefmmmneemwedsee e Supreme Gourt gave reéqgons
| \ ey W S ) s ’

—~ .'for its e'clsiory One of them, pages L66-1i6
-\the then petent lews, R. S. Sectlon L;921, required the -owner
rof the patent in- sult to be the plalnt:l.ff. The correspondin,g;

o present statute is 35 U,5.0. 281 end 100A%§) . The other
E Frsyer

,,gﬁ ﬁe’g ?ﬁgfiﬁlfm
reeeon, however, wbieh-l 3 interest hewe, was, page 168,

“that,

"in most cases to enable the alleged
infringer to respond in one action to
all claims of infringement for his
act and thua either to defeat all
claims in the one action, or by satisfying
.one adverse decree to bar- all eubsequent
_ actlone. '
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Bakelite Corporatlon Ve Lubri-Zol Deﬁg;‘

1940, D.G. Ded, 3L F. Supp 1@2 :LLLLH;
ey
V”j—dgment sult, and the. questlon raised 4

sufficlent to sue the patent owher. aligﬁ,ib_.,;,
. . . : ﬂf@’? gf’; r‘, L f{

ffan equity sult for in i
~of demages in the acfoué

: fmeasure for the e
rules of equity 4o nof
* owner to. recover«theﬁdamages sustalned by
the excluslve licensbe. . Thus the execlusive
liéensee must be joined to recover his own
damages and ?ﬁ pr:;ent a second auit therefor. "

That is all that. is qﬁiessgry fcr our purposes, here. The
%t@mé;. .tw,.f:._q;:,,.,p\ye‘a,em PUCROS L.

. “In,' declaratory judgment sult :
a5 to the validity and scope of a patent
there AXs no patent accounting and the
~ ressof for the equity rule with respect
. to. the joinder of an: exclusive license

a £ 1y " : f
"j e fﬁw@:&«g‘ %n(’w;’.};g gﬂ T W#Mﬁ}} e '}’?& iy ﬁg“@w
M L

93
?fé with the seconﬁ~class of exclusxve licensees,

(_-_._,.r—‘“

discussed ;n t
¥ f“'
The quesggonﬁfor decis

Waterman caSe, that Wwe sre here concerned.

gnwia whether the owner of the -

f

art or shafe of the patent may alone sue, Without -

£
remainigg
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Under the Waterman cagéi he-;s reqﬁibed to sue
"jointly" with the exclusive 1léenses. 1t 18 well known,
furthermore, and, therefore, does not equire research, that,
if B, instead of A, had bifn the solefplaintiff he could have
forced A to join in the snit.' Thls,ghowever, is the reverse
situation, where C wanta,to lmow wh%%her ‘he can force B to

- R |
join in the suit. _; . g

Lot ot @@aﬁﬁw | /?m?"-

SEVERAL AUTHORITEES OLDIN%*THE
[ &

EKCLUSIVE LICENSEE.mgmBE AN

"«,m

INDISPENSABIE P?RTY.‘
In a - very early case, ﬁammond v. Hunt, I Banning

Arden 111, 11 F.C. P. 391, Mo. 6006 1879, C.C.Mass. p 393,

-Judge Lowell reasoned: = 5.

"Can an exclusivé licensee
maintain a bill in eﬁuity for infringement
without joining the patentee? And can the
patentee maintain on’ without joining the
~licensee?” I answer#both of these questions
in ths negative. -

Thls, however, 1s perhaps not a good authority, because'

-Judge Lowell continued. ‘f
"By an exclusive licensee I mean one which
does not amount tp an assignment, by reason
- of something resqrved to the patentee, as in
Gaylor v. Wilder@ 10 Bow. 51 U.8. L477,
where the patentee excepted out of his grant
the right to make the machines within a certain
part of the terﬁitory granted; or in several
" cases like thisjat the bar, in whleh the patent
"has been divided by subjects and the ﬁrant is
to make certain artlcles exclusively."

But Judge Lowell before the Supreme Court

di&, in the Waterman case. S0 let us examine later authorities.

‘“““““““ﬁﬁwenkd“&ikﬁ“Ti?ﬂ%w@@«invi%ewaﬁﬁﬁnttﬁﬂ“to & dicfﬁﬁ

i .'Radio Corppration America v, Emerson, 192L, 2 Cir., 296
) £ ﬁ;ﬁwﬁ’f’: A wrcs & Srnd Ly ”,
' : the Rad1o Gorporation bruught“sutt,-§§"
: / 6244 :
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sndfled

' 4ﬁwwmi#§xclusive licensee in restricted fieids, pu«;~-"
gy fehwm AF O ~ g L
é%éf' " 6, the ﬁgcan Telephone ‘and @elegrap Gémpe ¢
| ﬁé«ﬁiﬁ ?eefww’%ee#%ﬁ%ﬁf Ll tmadt Fonn
wwrefuseﬂwteeje@n aewawp&eintifﬁe

NﬂmM“qurdQur pu&pe&aﬂ,.thampantin&n$»par$+®feﬂm@ﬁkwmm%@ﬁy
onpaga. 55 0. 508 LL00k. thaty.df the American

A Telephone and Telegraph ddﬁg:pany wEa suaﬂ’jhe defendant for

' 0 blisaavdeccadn o
- infringement &g owneﬁ,'without Joining the Radio Gorporation,

a8 exclusive licensee,

Mn suits for infringement fer invasion of
.the flelds covered by these llicenses, the -
appellants could, in equity, properly
plead the absence of the Radio Corporation,
‘ . &8 ‘a party. ‘ _
B S - L
In support‘of this holding, thél??ﬁ?t”ﬁited s —

. Burdsell v. Shaliol, 12 u.S. L85

Ve Conkliﬁ 145 F. 955

'These two cases, however,fdealt with cases in which the 1icenses

meigsiﬁé “The. Court continuedf/ % ‘i’ﬁé’“ ﬁ%ﬁ”fg@f@ﬁ% ﬁw

"In a suit in equity, the general rule
is that all the persons interested
‘should be made parties in order to
dispose of all the claims and end the

" litigation. Any party who will be
directly affected by the decree is a

. necessary or indisPensable party, and

where. a party may be directly affected

- by the decres, a court of equity will not
proceed without him, 1f he is within the-
jurisdlction of the. court "

Sy

_ In Brogdex Co. V. Food Machinery Corporation,
1936;,D.C, Del., 16 F. Supp.i?28, the.defehdant flled &
ﬁotion t0 dismiss upon the ground thatlthe.euit had been
‘filed by'the'patent owner_without joining the‘exclusive

licemsee. It appeared that the defendant was likewise a

)‘3¥'

T

&4




Court of Appeals held that

ﬁ‘“" %w . W*’ M‘M

-11ceneee, though a- bariﬁlicenseeﬂ?(apparently a sub-,
licensee)?end it appeared further that the suit against ;Z?

defendant might heve been either for patent infringement °rw£§%
violation of the terms of the defendant's non-exclusive license.
The complalnt it appeared, was based upon both grounds,

praying for both an inaunction and for violation of the
e gy pglesroid =

terms of the license contract. o .

- The Dlstrict-ﬂourt held,'pege'230 that, irfespectife

of which of these two grounda of suit was 1nvolved, the
‘exclusive licexeee,'as such exclusive llcensee, was an

indispensable party, and accordingly dismlased - the suit.:'
On appeal 193?, Cir., 92 F. 24 787, 789, the

AT
A AN
e T gt A 2 i

~4W$hiﬂmhﬁdmhﬁ&@ﬁﬁ;patent

suit, ¥ w@?@gm:ﬁ% ¢
. - 4 )

"Upon the question of the validity or

extent of > patent rights, the
absent party here might ‘well be an
indispensable party

B papumrinie. '-wmmmww"‘“""‘

this was not necesearily the case in

e’preeenf suit,

.Whlch was for violation off the 1iceo 8- contract.

"On the queetlon 'of confract rights, the "
.absent party, although a proper party,
might . not be an indl pensable party

Thenﬂonnhmnnled¢that the exciyelve licensee was not an
indispensable party in thisﬁéuit for violation of the
'licerne contract, and thatfthe rights of absent parties
could be saved in the decgee, without making it a party.
There is lanzﬁige in this case, by the Dietrict

'Gourt, page 230, not erruled by the Court of Appeals, .

7
_ from the point of a &ilt for patent infringement, that ie

of interest in the g@esent connection. ‘Wbether.from the
point of view of_i?%ringement or violation of the licemse

contract, ; _
: ‘ -

i

N




The Court concluded _

"The patent in questloqfrelates only
to features for printing presses and the
patentee has granted to De$ter and Harris
between them the exclusive right to meke,
use and vend feeders for printing presses
throughout the United States"

3
g

"that the agreement is an assignement of
the entire patent to Eexter and Harris
which ineludes the right to sue in
- their own names withgut jolning Backhouse as
plaintiff . « '« since Backhouse has parted
with title to the patent and 1s not an
indispensable- partymr

In that case, the patentee had provided for royalty
payments, and also received & license back to sell 1n Great
Britaln, and- the Court ruled | |

- "The reservation of a royalty does

not prevent the @greement from belng an
asslignment . g-*

. The fact tnat Backhouse recelved a
license to sell EBritish feeders for British
built machines, does not defeat an
' aSSLgnment A : :

The court ruﬁ@d further ‘that Backhouse, the

inventor, was "not an*indispensable party", but that

'"Harris is a proper p@rty

Tbe'“lndisyenﬁable party"t, according to this decision,

therefore, was, not the patent owner, but the exclusive

‘licensee, Dexter (?nd also Harris" who was called a "proper

.par ty__" ) .

~In Paper Gontéiher Mfg.'Co; v. Dixle Cup CQ.;

1947, D. C. Del., 7L F. Supp. 389, 396, an épplicant for patent

-agsigned his applicatlon to, the Beconstruction Flnance '
| GREA L ' / af‘*% }
Corpqrat n. (It wes really a mortgage. Tpe_gpplica%t ¢
e ﬁ A =:ﬂf§;{§iﬁﬁﬁ'§’ﬁﬂ'§§§ f dpbeghit S L é ﬁ
filed sult under R. S. 4915 with u% joining the @wﬂ@e., The A
T gf?% B

P
[ fit

' District Gourt held %hat“thd

ind ispens able party s
‘«éf M"h‘

refused leave ‘to amend the compla1 t 50 as t?/QOin

and dismissed the suit.

=
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The Court of Appeals, 19u8 3‘612%?§f§0 F.

09, agreed en

'.-{ Ny

333, 337, certiorari dugied 336 U.78. 9

. Wy dredy .
'everything, except that the amendment to the complaint should

Vg aal,
not have been refused The Court of Appeale heli¢£hat the -

P T oy Faest ﬂﬁi"
applicant and the RewF?”E; were bo 1ndiepensable parties.

To effect' Radio Gorporation of America

‘v. Internationel Standard Electric Corpcration, 1956 3 Cir.,' '

Lo é’*‘eﬁ‘ﬁ* f;?;eew eawe@:fg fﬁ f %‘;ff;zj e*f

Ao tal Proceee :

232 P. 2d 726, 728/m?i;§ ﬁ’f

IR . W Bllse Company v. Colde.

Compeny, 1959, D.C.0hio, 17 F. Supp.‘_ee, 130~ 131, it wae

argued tbat a counmerclaim ehould,ie dismiesed because the

counter-claimant had not goinec an exclusive licensee.. Tﬁ?

-d have been’gggﬁéct

Mmmmmm

. and that, in the ceee before the cg%rt, the license did
not confer “such a bundle of rigb%e" " 'The licensee was
'atherefcre not an indispensablgfparty to the counterclaim
The circumstances attendant upon a8 case may,‘
of course, modify the general rule._ In Salee Affiliatee Ve
_Hutzler Bros. Co., 1947, qﬁc. Md., 71 Fo Supp. 287, 290, aff.
19&7, u Cir., 16l P.2d 2@0, for example, an exclusive
liceneee, the Schering Corporation, was denied 1eave to
:intervene in a euit fér infrinéement upon the ground that
the exclusive-liceneé contract eXpressly provided that it -
would have nho righﬁ to- intervene, '
Mang alSo because of the absence of any
showiflg that the Schering Corporationt's
righﬁé under that agreement would not- bE'
- adeqliately presented even though it was
denied the right to intervene at. this"
:pOint

- The de01sionaof the Court of Appeala dia. nct even. mention the
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point though the title of the case included the-

parenth981s' (Schering Gorporatiop Interventor).

As anotgggmﬁxample?mf&f@?@ﬂt@ﬂMﬁy"be“made”to

| Parker Rust-Proof Co. V. Western Union-Telegraph Co.,-
1939, 2 Cir 105 F. 2q, 976 which presented a case where
'8 e pfﬁ* - .
an exclusive licensee should, under the rules, have been
Joined, but where it was held thagﬁin that partlcular case,
he ghould not be joined because of estoppel arising out of

inequitable ‘conduct of the opp081ng party.

il

“M«wawmwwwww'Hnder“Ekightiv*&rffe@&ngmﬁ}xngmﬁgﬁces, where no
| /

l estéppel or.mnequitable-conduct wi? evidenced, however, the

'fsame court, at_ the same bl v%j%$6”%$#%Wﬂfﬁf€feﬁﬁmfésult,'

‘“"’""’“’m’“ % f'" : :
winJNachod v. United States .ﬁ}u‘ COey Inc. Ve Automo@@ve
Slgnal Corporatlon, 1939, 2 Cyg., 105 P, Zd 981 982
ﬁ

's Edition, 1937, p. 1822,

3 Walker on Patents, Del%é
Section Shl, sayss

"When an equ;table owWner brings a
sult in equity /ih the name of the holder
of the legal tifle alone, the defendant

may, by meana of a motlon of the Court,
compel the equitable winer to become a
co~complalnany in hls own neme, 1f that
action ils necgssary to the protection of
the rights og’ the defandant, |

citlng cases, and, ' f'

.a‘

L Walker, Sec. lSBlD;p. 2666, says furthers:

"In edulty, the axclusive license and -
. the patentes should generally malntain
the suitjgointly,

cltlng further ca&es. Another test is
3-Moore, Sect. 1?511 p l35h,'at P 1358,

/ _ '
All the casges discugsed above have- involved cases

of tbe first cyass dlscussed in the Waterman decision. We,

'however, as béfore stated, are. interested in cases involving

‘F
L

the sacond class.

_;2_'




'.Authorities Holdlng That The Same Rule
‘Applies In Connection'With Exclusive

Iicenses Of The Second Class Discussed

_.-,  "y In The Waterman Opinion - *-'ﬁgﬁﬁ
/{*’7 Sy s loadew p2unndyl - htin Af‘m mﬁfW /WWW P

A ;ﬁféﬂﬁ%ﬁ%ﬂf Aads A
{fﬁ%% 24 mjﬁg 2 L+ )’nmvm L

Outlet Inc., 1930, D C .S.D.N.Y.,. u5 F. 24 810, 813,

for example, suit was brought for én }1ngement, without
f’f;ﬂ“* wﬂ i At
~joining ex lu51ve fiéensees. The €

_ Gt ld]
however, were in various fields forelgn to the fleld’

of use by the defendant. Reviewing a large number of

under these eircumstances,

authorlties, the Court held thati

no such joinder was necessary.

"While there are a number of cases
holding that an exclusive licensee must be
included as a party plaintiff, it was undoubtedly
upon the theory that an exclusive licensee had -
exclusive equitable ights in the matter or
fleld involved'

| fuﬁ? ﬁi%giz‘f%ﬁ 59 fp B

:f’

@fﬁw ?‘f’?? éﬁ*’%‘g f&* A fﬁ%l o W{f

"such licensee is not affected and no good
~ purpose wWould be served by forcing it to
‘become a party plaintiff“ :

In Fauber v. United States, 19&1, Ct. Cl.,

37 F. Supp. 415, 135, as another example, the owner of a

patent sued without joinlng a licensee whose license, though

exclusive, was in a 1im1ted flel%f?nly, dlfferent from the field

involved in. he Go Ft of Claims held that, 80 far

as that particular suit, relatlng to .a& different field, WaSy
gilowst zn pungloplswim s

concerned the licensee was not even a necessary party. '

A

Both thes "'Ges,.as before stated wers of a

' negative character. They relate to 31tuations where,

because the mattey in suit‘rglgted to a fleld different

vz
S

wvbuef Uy @m*% ?%&mf ﬁﬁvﬁif” a‘f fﬁwﬁﬁ;;
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it wes therefore not necessary to jei-fthe'exclueive‘liceneees

a8 parties plaintlff.
Another. cese, Pope Manufafturlng Co. of

Connecticut v. Clark, 1891, C C.M .s h65, 789, ?92 though

not really pertinent will be j}ecussed Tor what it may

be worth, in the Appendix. -/
AlL further that ;}{1 be considered here is. tbat

- even 1f a party is not “1n§ pensable", but only necessary

be may st1ll be added a8 party to the suit if the Court

can acqulre Jurisdictlonfover him._'
;

NECESSARY PARTIES

e .._' -a..—..-‘y,.'... PP SH% ﬁa & . %:
_ SR prov1510ns of Rule 23 and of subg vision ' SR

{b) of this rule, persons havi . . b

ies and i

joint interest shall be made pg .
be joined on the same side as plaintiffs ' ' L
or defendants. When a personswho should ' i
join as a plaintiff refuses ﬁ% do =0, he. : !
may be made a defendant or, /in proper ' B
cases,  an 1nvoluntary plai 1ff. S !

(Note. Rule 23, relaﬁ%e to

' class aetion$
Subdivieion (b) will be ﬁiscussed presently.

The second sentence of (a) conforhs to- Independent Wirelees
Telegraph Gompany Ve - A g_
Radio Corporation of Amerlca, 1526 269 UeS. h59)

(b) Effect of Fallére to Join. ‘When persons _ ;
who are not indisggnseble .« . s _ ' 5

(Note.. It is ouricontention that the ' S
exclugive lice;ﬁee is indispenaable) . :

- (Note, however, that this Rule 19 distingulshes ;
%wwwemwmwmé#qn@mWﬁ%ﬂﬂee@Mﬁw%%W%m%m@mg' /

: fﬁ%M : i

ﬁewﬁei 9”? "neﬁessary" parties "are not indiSpensableﬂ;'V!_
bt low Rl

mheugh they ougbt to be parties

A . it ._

e o @Mﬁ’&w ,«“" Ao 2t e, j é‘% é‘* em

to effect complete juetice, _




the.case may neveftheiess be tried in their aboenoé.)
(Bven "necessary" parties, nevertheless, may be
compolled, on motion, to be jaioed. - Buch joinders may be
walved, bowever, by failure tf file a suitable motion _
‘reasonably. See Rule 21, “%ﬁSJoinder and Non-Joinder of
Parties.") | | j |

Coming, now, tof the authorities, the folloW1ng two.

'L | wwwmwmwb_”
_W;ll suffici;wwwiwww

- [fmww@wwm@%-ﬁental Precision Shoulder, Inec., v. L. D.

' Caulk Co., Inc., 19u7, DeCoBD.N. Yo 7 I/T' R D. 201,@%&% -

P——s..-\-nl"'“ S

example, a patentes, after fillng sui for infringement,

'moved to amend the complaint by addl as an “involuntary

(Fed

plaintirff" the Consolidated Diamond Saw Blade CorporatiOn,
which has "certain exclusive righté in said patenti". Tho |
Saw Blade Company declined voluntérlly to 301n as coplaintiff.
The defendant opposed fha motion arguing that
Saw Blada was not an 1ndispens%%le party.
The Court held, hoo?%er, ‘that Saw Blade was at

least : ;
"a "necessary" paﬁ%y (niot indiSpensable,
but on the other hand not nominal)
and it ought tofbo made a party if that
can be done without depriving the court of
jurisdiction ogﬁthe parties now before 1t.

F.R. 19(b). /
i
- The Court gra%ied the motion to. the extent of

_ permitting ‘amendment oggthe complaint in such fashion as to

recite the relationship of Saw Blade to the oontroversy.

{
The Court pronounced the solution presented in this
case to be the revergo of the solution in the Indepemnient -

%’r

Wireless Case, 1926; 269,.U.S. 459, but considered that it was
. - . £ ‘ o :
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- not nacessary to make the reverse declslon, since the same

in another manger.
a”

‘This case hgs never apparengiy been clted in any

result could be obtaine

other case.

¢

3
K
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_ Dalmler Mfgz. COs Ve Gonklin, 1906 C.C.S.D.N. Y.
_ 1&5 F. 955, 556 ] '5

Referrlng to the ob;;ctlon that there is an

' 1mproper Joinder of partiesﬁcomplainant I thlnk the bill prima
" faci sufflc1ently answers the license to Lehman Charley to
indicate the exclu51ve cparacter in the terrmtory specified.

In any event, the bill‘%lleges that- Charley has an '
;.intereﬂt in the patenﬁed invention which is capable of being

; impaired by the asséited Wrongful acts of the defendant,

%,and accordlngly;/ée is thought to be & proper party

: 3complainant.'_ /

CONGLUSION

i A
o s
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There may possibly be one iink mlssing in the above

w"

}chaln, namely, that there isJ:igpﬁ%bority deflnitely holding

;%that en exclusive license in & particular field must be

Rl

:Joined as party plalntiff n a sult for 1nfringement against

a party whose lnfrlnge{ nt lies in thatfvery S ame fleld.

thagiaded 4 |
#eT, that:

It has been established

-__y,_a patentee may not sue for

Vi Qst. PRI AT T S S A R

‘ﬁ?ﬁbaﬁallwﬁiglég of he patent;






