From 35 U.S.C.A. 271 Note 59, p. 36
(See also 40 Am. Jur. 646 (Sect. 159))

-The test of infringement of patent is whether accused

device does same work in substantially same way and accomplishes

same result. Hunt v. Aprmout & Co. C.A. (L. 1951, 185 F. 2d 722,

See also Chlcago Patent Corporatlon v. Genco, lﬁc., C.C.A. lll.;
1941, 124 F, 2d 725 Wsl!|ams fren Works Co. v. Hughes Tool Co.,.- | E
C.C.A. Okl. 1940, 109 F. 2d 500 (92 F. Supp. 293, 29 F. 2d 673, |

13 F. 2d 337; 195 F. 2d 515; 118 F. Supp. |- Ses also Borg-WaPner
'Cofé..v._Mall'TqélLCo.; C.A. lll.; |955 2|7 F. 2d 850 & 220 F., 2d
_803,_¢ébf;'den;'349 U;S. 946 I30 F. Supp. 47! Church_of‘Rellglous_.
_.Sciénce §.'Kurkead Industrfes lnc., D.C. ill., I955. 138 F. Supp. 954, g
.aFf'd 234 F: 2d 573; Eversharp, !nc. V. Flshér Pen Co., D. C e,

1961, 204 F. Supp. 649 )

ldentity of result is no test oF part |nFrlngement. (210 F. 2d 481)
(See "Structure...operatton...and eFFect” 197 F. 2d 16;)
Patent infringement exists only when accused dev:ce and teaching of the
patent is in suit are substantlally ldentlca[-ln structure, mode of
operation, and results accomplished. Stewart-Warner Corp. v. B¥K¥ lone
Star Gas Co., C.A, Tex. l952 195 F. 2d 645

One who produces the same resuIt in a dtherent way does
not infringe. FIQWeP V. Austrn-Western Co., C.C.A. II11., 1945
149 F. 2d, 955/
(see also, 141 F. 2d 587; 130 F. 2d 391, cert. den. ¥ 317 U.S. 692;
81 F. Supp. 146; 378 F. 2d 283; 361 F. 2d 388 (I111.);)




*jf accused devicé achieVes'édb#ténfiallf the séme.resuit..

:inZSUbstéétially the same way as patémtéd dé@ice, the devfce§:ére_
 the sa@e in.thé eyes dF.thé law. King;seé[éy Thermos Co.;uv.
Tasti-Freei |naustries, lhc.,'C.A; I i966; 357 F;_2d.875,

ceﬁf._den..sssfu,s. 817.

(See .~ "substantially identical in sfrudtﬁhé,lmedelﬁf operatioﬁ‘
and results accomplished. 352 F. 2d 983, cert. den. 387 U.S. 936,

reh, den. 388 U.S. 925.)

Even.;F cja!m can Pead |n terms upon aﬁ accused article
infringement does.not necessarlly Follow, unless lt can be Found
as anaultamate Fact that art:cle was 1nventor s :dea as embodled in
lnféntor 5 deslgn and drauings and that there is sameﬁess or equ:val;
ence of functlon and meansu...324 F. 2d 82 (Co[ )

Test of'lnfrangement_ls tr;partlte:- do accused operations

. do same work in substantially the same way, and accomplish substan-

| tia!ly Same Feﬁu’tnnnuszo Fa zd 388¢-nas Cti C':l!

(See also- Sii F 2d- 858 (Real good case), cert. ‘den. 375 U S. 8l5

eh.den. 375 u s 949)

Mere appi:catlon of c!alm phraseefogy is not aione suthc:ent
o establlsh infrlngemeat,_nop is it snmllarly ef-resu!t there must
be'real'ideﬁffty of ﬁeans . operation, and result;' North'Star ice
Equtpment Co. v. Akson Mfg. Co. C. A lII;, 5962 301 F. 2d 882

certlorarl denled 835 Ct._l85 37! . S 889, 9 L. Ed. 2d 122




(See also 300 F. 2d 467 F:fe Mfd. Co. v. ~Stanford Englneerlng.
co., C.A. lil., 1962, 299 F. 2d 223; 292 F. 2d 159; 287 Fo 2d-
552 C. A. lnd., 273 F. 2d 293 (good case) 254 F. 2d 198;

239_F. 2d 792; 239 . 2d 339, cert. den. 353 u.s. 964;

226 F. 2d 207.) o

Infrlngement of patent is not made out by word by-word compar:sons bntwu

between claims and lssue and accused dev:ce, and there must be- real-

ldentﬁty of means, operation and_re$ult. Endeven Corp. V. Chlcago.

Dyhamic indﬁstries, Inec. D.C;.Illa,ul967; 268 F. Supp. 640

(See also 252 F. Supp. 924 ||l.: 246 F Supp. 654; 246 F, Supp, 424
218 F. Supp. 325 B 215 F. Supp. 869, 1.5 215 F Supp. 124,

_.(ill.) reversed on the grounds 327 F. 2d-39!, cert, den. 377 U.S, 934)

«Cont) 207 Fe Supp. 240, aff’d 3l4 F. 2d 440 and many other cases)

Para.éO - SR o
In oﬂder to show infringement oF-patent which was combination

of eiements known in the art, E_tent hoider was requlred to show every
element or lts equivalent was. embodled in complalned oF element.
MoerI, lnc. Ve Glen Raven Knltttng Mtli Inc., C.A.NLC. I966 372

F. 2d-732. (see aiso 343 F. 2d 381, cert den. 383 U S. 933, Peh den.

385 U.S. 995 324 F 2d 82; |30 F. 2d 25 (I!I ); 36 F. supp. 378

'(Wlsc ) aff’d |2| F. 2d 363.

'-(On file hrstory, see Peters & Rdséejj v nakfman; C.A. i;l., 1951,

188 F. 2d 711. e T B |
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" Robinson on Law of Patents Vol. 1, Sectibn1325}fp. 446 et seq.
ﬁg . _.u S o ,.
gyggg The seédﬁd_&éfhod recogniﬁéd by !ah.ih Qﬁich an earlier
anentioﬁ may be made_accessible to the public is by.n Prior Pubiicatton.
Toe have this eFFect of publication must bet (1) A wqu of public
character, intended for general use .(2) within reach of fhe pub!ic;

(3) published before the date of the later |nvent|on' (4) A descrlptlon
of the same complete and operative art or |nstrument;_and (5) S0 pre-
cise and so particular that any.person skilled in téé_art to whlch the
inQention belonQS'éan consfruct and operate ;t withéﬁfiékpéhiﬁents and

without further exercise of inventive skill.

326 A work of public charactér is such a“boék orééther printed
document as is intended and emp10yed for the COmﬁqnfEaﬁioﬁ of ideas
to persons.in geﬁeral, as distinguished from particuiéé individuals.
Private communication, aithough pninted do not cOme Qﬁaer kﬁg this
description, whek whether designed for the use of S|ngle persons opr of
& few restricted groups of persons. But though the subJect of the
publication may-Be highly technical, and thereforerintehesting only to
a single class of individuals, yet it preparéd for ge;é;al circulation
in that clasé, it is a public, not a private Qork. Thus, the -
application.For a patent, although printed, unless :ntended as in

England, as a method of communication, is not a pubilcat'On-

327 The publication must not only be intended for the public; it
must also have been placed within their reach. In other words, it
must have been actually published in such a manner that anyone who

- .chooses may avail himself of the information it contaiﬁé._ It is not




(2)

neceasary~that_mﬁny-copies-oF,thé work shb@ld have been printed,

nor that its distribution should have been extensive; for the dep-~

osit of a single copy in a library to which the public have or
can obtain admission places the work within the reach of all.

Nor is it requisite that any person should have read or seen it,

since the ars accessfbiiity of knowledge, and netfits actual

possession, is all that any inventor can secure. And even though

the information be so intermingled with diSCu$sion$3relative to

other subjects that it hay easily escape atteﬁtioh;'and would

require some skill and patience to extricate it, tﬁé publication

will still.bé sufficient.

328 The.publication must precede the date oFTthe invention
of the later art or instrument, since otherwise the public could
wkhigh not already be possessed of that which its inventor is now

able to bestow. The date of the publication, however, is not

necessarily the same as that of the printing of the work, nor is it

conclusively indicated by any allegation in the work itself.
Its pub!ication is its issue to the public,--a Fabt'the date

of which may be established by any evidence sufficient for the

Apurpose; and if the date, so proved, precede the date of the

invention in dispute, the latter cannot be a new invention.

Footnote from Robinson p. 446 et seq.

~ In reeves v. The Keysténe Bridge Co, (1872) 1.0.6G.
466, 470: .




_ . o

- "Section |5 of the Patent Act of 1836-~

and it has been incorporated in the Act
of 1870--provides that a patent may be
successful ly opposed by showing that the
thing patented "has been described in
some public work anterior to the supposed
discovery there of by the patentee.’ It
is obvious that this provision regquires,

. first, a description of the alleged in-

vention; second, that it shall be contained

in a work of a public character and jntended-

for the public; and third, that this work
was made accessible to the public by public-
ation, before the discovery of the. lnventson
by the patentee.

‘Mr. Webster (1 Web 718.4 ') says:

With respéct to the legal effect of the

publication in a book,--on the pr|n0|ple...

that the knowledge on the part of the public

are the same, and that the public has acquired
littte or nothlng by the specification which

it did not possess before, it has been gener-
ally assumed that the production of a book which
was in the hands of the public before the date

- of the patent will negative the title of the

patentee as the true and Flrst lnventor.




(1) Shaw’s (13)

Py

The term “printed publication” appear; tW|ce in 35 U.S.C. A 102(a)
one Is bafred from a patent if “the inventlon was %xR...described in a
printed publication...before the fnvention thereof by the applicanf";
and by 102 (b) if "the invention was...described in a printed publlcatlon...
more than one year prior to the date of the appllcatlon; The term in
each section is the same, but.the philosophy behind the term inf%;ctfon
(a) differs from that in section (b) as will become apparent from the
discussion to follow: Sﬁi‘ny

The Patent Act of 179%Aallowed defendants to plead that the

“thing...secured by the patent...had been described in some public work,

| o e _
anterior to the supposed discovery of the patentee” and the revision

of the act in 1836 allows a similar plea that the invention "had been
described in some public work anterior to the supposed diséoveryx
thereoF'by the patentee...” Gillikson v. HalEerg, 75 U.S.P.G. 252, 254,
Section 7 of thg Act oF'i836, 5 Stat. l|9:1295ii§1 the Commissioner may

pefuse a patent if the,”invention? had beénJ..,described in any printed

publication...prior to the application” but further if the Commissioner

finds that the applicant is claiming something "before...described in any

1

printed publication” he shall apprise the applicant of that fact.

In the Act July 8, 1870, C 230, 16 Stat. 20l; Section 24 reads

in part as fTollows: -
: That any person who has invented or

discovered any new and useful art,

machine, etc...not...described in any

printed publication...before his invention

or discovery...mays..obtain a patent thereof.

Tﬂ& &ﬁﬁfc W”"’Uﬂﬁe“‘-ﬁ/ﬁ-f&'&- /{f‘l gf«w f,@%ﬁx% #a//f M //;,-—e-w/z.gm Z,;‘S?/W
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(2)

)then/the basis of 102 (a)

It is interesting to note that the acts before~dlscussed

The above quoted port:on of Sectlon 24 is

all relate to a publlcatlon (and also use) priqﬁ to the :nventlon,
i b
but Sec. 15 5 Stat 123, =k GH 35{}Act of I836 provides also as a bar

that the lnventlon "had been in public use,,.w1th the consent...of
the patentee before his application for patent.” AnéﬁSéction 24
provideéﬁg bar to patent that the ihvention had.been "in public

e
use or on sale for more than two vyears prior to his appllcatlong and
G35 6o Seetivniof $6a petef 1763 0o ﬁoftaf‘lm« previva ,aaga)
this iattecdis the basis for 102(b), although no mentien was made in
g% | S
the %836 1838 or 1870 statute oﬁﬁérinted publication as it related

to the two-year provisién.
Section 24 was amended March 3, 1897, %%. 39} 29 Stat. 692, Section 4886,
which reads in part as follows:

Any person who has invented or discovered

any new and useful .art, machine, etc., ...
not...described in any printed publication.a.
before his invention or discovery thereof, or
more than two years prior to his appllcatlnn.*¢
may.s.obtain a patent theré§¥

We thus Flnd the 2~year provision, as it applies to a printed
publlcatlon, Flrst coming into the patent statute in 1897. The
amendment of May 23, 1930, C 312, 46 Stat. 376, Section 4886, made.

‘no change in the above;qugted provision and in 1946 the 2-year provision
was changed to l-year, 53 Stat. 1212. The Patent Act of 1952 repéated

the substance of the above.

asttens
ol .,
o,

o

Some light@en the 2-year provision{Tafoast/by reference to

some of the cases which lnterpret that previSIon as it relates to use.

X o /;&mﬂrywmqm PR W awsf' t4 fﬁ’é? stcfl““?Ifd”/WM«?'/f‘B?
X The flefof 1743 fecteom | alfe provds fu @M/zfmm;awr fhe
m"“"f’f""‘ wat Aﬁ/‘nmm ua&o/ J!ﬁu Vlﬁt d///tu/ﬁw _ ﬂn /W




An éariy-casizﬁs'thaf-af Egbert V. Lippmén, 104 U.S;'333 (188|23

held that the use by one persen of "a pair of corset steels” now
covered by_the pateﬁt in issue, more than two years prior to thé
filing date, was a public usg,”JThe effect oF the faw is thate..if
: the_inVention is in pub!xc use prior to that time gtWG'years}, it will
._be‘concldsive evidence of abandonmenﬁ, and the patent will be void.”
The Court noted, further, that to.be'a public éée “it is not necessary
fhat more than one of the patented articles should be publicly used;k
7ganwhether the usé,*.is public or privaﬁe does nof necessarily @epéhd
ﬁéon the nUmber of persons to whom its dse is known;f
!n !839 the Act of 1836 was modified to aliew a two-year use
prior to Fll|mg an application for patent. This Pelleved the patentee
for a use except where there was “a continued prior use ‘for more than
‘two yeaEéHBefore.the épplicatioﬁ For"a patenf." MeClurg et al. v.
Kingsland et al, 42 #.S. 202, 208 (l843) This'relieved'the harshness
of the prior acts where any public use prior to application barred a |
-subsequent patent. Foﬁ, as said in Penneck va Dialogue, 270 U.S.l, (1829):
| iF the public were already.in ﬁossession
and common use of an invention.u.there
might be found reason for presuming, that
the legislature did not intend to grant an
exclusive right to any one to monopolize

that which was already common. There would
be no guld pro 2;3

x*ER

' T)he flrst inventor cannot acquire a good title to a patent if he

s&FFer-the thing invented to go inte public use,..before he makes
application for patent.

¥ " » . u ) y : ) S ”
The law in this respect, as preVIqusly-ment!ened, hgé?é?géﬁ thellnventor

one year to apply.

~




(4)

Thus the reésoning-behind IG2(a) is that the p;blic ane
in possession of an inventive concept or thing iS'not be to precliuded
from the use of such by the fact that another later makes the same
invention.

| kS . o

The_reasoning behind IOZ(b), however, iﬁAone or more of the
events therein enumerated}was ték;ﬁ‘p!ace then no valid patent can
thereafter issue since, eveﬁ if the person who iniffated:such evegts
were‘the inventor, hg shall have lost his rights thereto for the
"inventor mgy‘abandon hisrinvéhtion,_and surrender s or dedicate it to
the public.” Pennock v. Dialogue 27 U.S..l, 5 (Story, Justice).
Whereas in ﬁhe Pennock decfsien "the public use and sale” (p. 23) that

voided a patent was any such use and sale any time prior to the filing

of the application for patent, now a one-year period subsequent

JU
to such use and sale is allowed under l02(b)Jég4E;:+nventur—whe-pennits

"The paﬁent law was desiéned for the public benefit, as ngi
as for thérbenefit of inventers. For a valuable invention the public,
on the inventor’s complying with cértain conditions, giveg him, for a
lémited.peviod, the profits arisinQ from the sale of the thiné inventeda. e

But it was not the intention of this law, to take from the public, that of

which they were in fair possession...lt is undoubtedly just, that every

discoverer should realize the benefits resulting from his discovery, for
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its-iettéﬁ:ahd spipit but also by sound policy.

(5)

for the period contemplated by the law. But these can only be

.‘secured by substantial compliance with every legal requisitesssa

A strict construction of the act, as regards the public use of
an inventioﬁl béForé_it'is presented, is not 6niy required by
" Shaw'Q; Cooper,

32 U.S. 292, 32!;,-322 (1833).

| Under 35 U.S.C. A., 102 (a) as prevtousiy noted, a person

is not éntltled to a patent if the thing patented wag-known...

by others in thié céuntﬁy,;.before tHe invention théreaf by the
appilcant for. patent" Whéreas ﬁnder 35 U.S.C.A. 102(b) a bar to patent
occurs if “the invent!on was;..descrlbed in a prlnted publlcatton...
more than'éne.year prioer to the date the appllcatlon=for patent”.

Tbﬁs, the fheory of 102 (a) is thét the invention was in

the public doﬁain prior to the time the present inveﬁtér made his
discoveﬁy;and he cannot, therefere, acquire an exclusiﬁe right to some-
thing that is thélprbperty of all. Undén 102(b), however, the in-
vention was made prior to knoﬁledge by the public so thatlsomething

was added télthe-stere of public kaxa knowledge. In this latter

set.oF circumstgﬁcesifhe inventor, if he complies with the provisions

of the Patent Act, may obtain a patent. lf, on the other hand,

he uses his diécovery in such a fashion fhat the knowledge thereof
becomes publiC‘knoﬁledge more than one year prior to his application,
then. he is said to havg dedicated his invention to the public. And

once dedicated it cannot thereafter be recovered:by him.
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(6)

[s it not fair to say then that a report, for example,
to a QQVernmént'agency disclosing the inventive concept is such

a disclosure as will amount to a dedication of the invention

" therein to the public_uniess; within one year of the report the

“inventor shall have applied for a patent? ls not that the substance

of the many decisions that ha?é:beeﬁ handedwdowﬁ réla#ive to public

use, sale, and'description-of the invention in a printed.publicatfon?

Is not the public knewiedge or the avaflabilityzof‘suéh knoﬁledge

ﬁhe foﬁndatibﬁ upon whi§h va!idity:of paténts has been challenged?

Why then must the éaﬁbfs affempt'ﬁo draw such a Fine.line between
that.whiqh'is pninfed'and that wﬁfch is typed?_ Wh§,.Fer example, should
a_tyﬁed thesis bé féss a bar teo a.patent than one which is ﬁrinted?
Admittedly the prihted £hesis'fs mobe apt te.be given more widespréad
§incuiation'thén ﬁhe=typed.' But“that is not necessarily so. Furthermore,
it is the first ?publfcation"‘that raises the bar to a patent. . Sub-
sequent pﬁb}icatiéns have-no‘meaﬁihg'ih that respect. Tn short,
thereFéPe, once an fnyentor has made available to the qu[ic the dfs-

ceveﬁy upon which aTéatent is based, he is bound to apply for a patent

‘within the statntopy;period, noﬁ.gae”year, of such'disclosure, and it

is bF little meent:that the disclosure is “printed” or made available
by other means. It is sufficient that the disblosure-paSSes along to

the public; the in?enﬁé$%




(7)

On the matter of "pninted_pubiications”'thé.deciéfons

are of a most unéertain nafure. ?hé coupts have wréstle& with

the matter of whether.a particular wratlng has been pwlnﬁed'

Thus. |n the coilege thesus cases argument has been made that the
writing waS-typed and not prtnted", BR as required by the statute;
orfthat the discleéﬁre is on microfilm. A single ¢epy.of a ﬁrinted '
béok’containing a disclosure and placgd_upen a jibaary-shélf.weuld

be he!d to be a bar while thé same disclosure typed might not and

thé same disclosure on microfilm on the same fibrary shelf might

not. Thls is indéed form without substance. Fov.if a discloesure

has been made in any one of the mentioned ways, it should become § 
bar to a patent unless the one—yeér portlon oF |02(b) is éonForméd to.
- Simi]ér:hemabké apply to the'matter.of “publication”. Iﬁ has
been held, as previously mentioned, that a single copy of a book on a
i ibrary shelf is a_&printed publicatien”. 'At_what peint, it may be
asked, does the book become a pub{icatién? Is it when it is removed
from its cover and placed on the shelf or.is it wheh_the iibraryr |
receives it, though it ﬁay'not be placed on the shelF_Foﬁ a day or a
;éek or lbnger? Op is it when it is mailéd, if this ié the fact, to

. the library, eé?tés'beeq held to be-{he'léw as regards offer and
acceptance in”cantra?%.cases (and similarly,:senvice by mail undér,
for example, Rule 5 of the Federal Rules of Crvrl Procedure wherein:
"Serv;ce by ma|l is complete upon malltng.”) Cases have said that the
.gale of a book shall constitute a printed publlcatlon and it has been
said that:even an offer for sale_wfll come within IOZ(b)l if the book

N

has:already-been printed.




X (8)

Where does that leave the.deFéndant here? No offer for
sale is heéeésary. The offer is a general ;ne. Oﬁce the first
copy of the writing has been made and approval of that/fépy for
dissemination has béen made, as is the fact here, then duplicatesrf'
'_oF fhat éopy are:madejaﬁd méiled oﬁ otherwise distributed to a pre-
.schibed group 6F libharjes and the'likg, in the n§fﬁ§l ceﬁrég of
. buéiness. Caﬁ_if not be said, thérefofe 'tﬁat the ”bubliééfion"hhas
.takén'place of a prlnted work at the tlme that approval of the Flrst
prlnted copy oF that work has been given, w;th the'gzzé;t that the work
be . thereaFter reproduced and dlssemlnated to the prescrlbed group7
ls‘lt not so that the work at. that precnse tlme has been made accessnb|e
to the publlc7 Néthing more need be done to make lt.access;ble, othér
than the routine reproductlen amd mall!ng. Certalnly no change is.
Pendered-in.the work betweeh_that precise'moment énd the time that it
is delivered and depoéiféd on the_libaary shelf; |

In addition, if.é farge number of such ﬁérks.are mailed at
the same ppeéisé moment, is it the first to arrive that be;omes,
magfcelly, ghg.publication-that maytlater invalidate a patent?
Supﬁose'thé'FiEst to.arrive is at the oFFice ofléome government agency
and ls placed on the Ilbrary shelf of that agency, uncIESSIFted. .Is
that notaupubilcationﬁ How does that daFFer from the Library of Congress
in substanca? But perhaps the work does not go directly to the llbrary,
but'is, rather, kept by the_recipient and_read, sunely-that is equal
to betng placed en .a lIbPaPy sheIF unhead; ls if-not-se'that a person -

who works for the government is |n h!S own rlght a member of the publlc*~
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as much so. as ‘a person who works for Generai Motors,.and perhaps
- more so slnce-he is Paid out of'publlc Funds Thég*ﬁay be some.
good sound policy for making a distinction between government’
‘agencies and ethers when the government agency_is under secrécy,
but no such public policy-0ught-to exist as te nen-cléssified'agenéies.
A report, then, to a government agency ought to be a printed
pubifcation'(a!though there are cases that.progress‘reborts to private
companles under work contract are not prlnted publlcatlon ~--see tyéed
case re ‘same): and in Appllcatlon of Borst 345 F 2d 85! 854 (C,C.P.A.,
1965), the court says, by way of dicta, that,
Samsel was clearly not publicly available
during the period of secrecy classification
by the Atomic Energy Commission. We note.
that the date of declassification, however,
was pr:or tor appellant’s filing date and
it is arguable that Samsel became accessible
- to the public upond declassification. But
we do not find it necessary to decide that
d|FF|cult questlon...
(Note_that.the question of a printed publication.is hot in issue
in Borst. :lt is rather “"knowledge” under IOZ(a); no cases have
SR ' - ?lo 3ou£ruw-f‘0-5=ﬂ‘)
been found on whether or not prlnted or otherWIse produced reportﬁ,
have been an~lssue_on the matter_of prlnted publications. Legically,

however, the matter wight turn on the reason for such reports and that -

manner of handl ing subsequent to receipt by the government:>




'_ prior to the F!Ilﬂg date oF appl|catlon for the patent in issue.

Qefenaaﬁt has now moved that-ﬁhe éomplaiht'be dismfssed_

summarlly elleglng as the basss For such dlsmissai that the in-

ventlon was descrlbed in.a prlnted publtcatlon more than one year

-:Whrie Rule 56 applles here ln the same manner as lt does in“
defendant s accompanying motion on the'ﬁatter of mlsuse yet there

is a delicate &iFFerence; The proofs upcn whlcb the accompany|ng
motion is based'ahe on the récprd and the_court need mere!y dec;de

-if the pfobFs, a;'é=métter'§F law, show'théﬁ.plaintif? Eas misﬁ$éd _'
i__thg p;feaf; .{n tﬁe phesent.ﬁotfon, hewever, the court has beFore

f}f facts from whfph imeay infer Further Facts the latter belng

a basfs Fér_thé?conclus%on_thét a:pffnted publ;catron exlsted_more
thép ohe_year'bfforﬁto the-ébpiicatioh F§f péténf. _lt.iéﬁinléﬁder;.
then, to. discugé first the burdens én'the ﬁarties in suchia siiuétidn.
and then te dlscuss the characteristics of a prlnted publlcatlon

The order used'has Eeen_cthen'because it has been cencluded that the
known FaCfS.ajGNé do ﬂéé;SQﬁport tﬁe concIus|on that therg has beenj
Q’é_"printed pyblicatféh”,'nithnﬁ althéugh'an-arguméht is made in the
notes'théf-therg has. Af thé phé$ent sﬁatgiefzthe.pfoqfs a'printgd
pubiiéa&ibh Ean énl? be infer%éd'?rom thé:admitﬁed'Facts, The”bésié
foﬁ an infereneeigan be'thatzﬁléintiff,‘in fhe absence'oF.FuhtheP
':submitté&.Facts; haé failed to susfa;n the buhden 6f'éVTdence as the .
term is deFlnedx in 3I A/C J. S (Evldence) Sectlon 103' or that a’
presumptlon exlsts that From the admltted Facts thgi Furtherééct of
publrcatlon"can be_lnferred. Whichever of - the paths taken, defendant s

| position is strengfhéﬁéd by‘the Fact that'”the‘law-takes into accoqnt




(2)

*

the relatiﬁe opportunity of the parties to knww the fact'ln issue”
and pialntlff *is in a better position than” deFendant "to know
whether opr not there was a publication before the beginning of

the one-year period. Commgrciai Molasses Corpemstion v. New York

' Tank'Barge-Cerpurutﬁen 314 .5, 104 (|94|) See also, 9 W:gmore

on Evidence 275 (Section 2486§9 ~- Third Ed.tmn) which states:

»»«The burdenyg of prOV|ng a Fact is sald to
be put on the party who has pecullar means
of knowledge enabling him to prove its
falsity if it is false.

-.A very good exposition, for deféndant's purposes, of the

matter of summary judgment is contained in 3 Féderal'Practiqe and

-Préceduﬁe (Barron and HoltzoFFi-Wright) l38 %t:seq.; section'}ZSS;'

entitled “Burden of Proof and Presumptions”, which reads in part
as follows:

One who moves for summary judgment has
the burden of demonstrating clearly that
there is no genuine issue of fact....Facts
asserted by the party opposing the motiona
and supported by affidavits or other evid-
entiary material, must be taken as true.

Under these principles, what showing
must be made by the party opposang summary
Jjudgment? '

3 9% *

///It should be enough to dlsclose mere!y suFflclent ev&dence by
affidavits or by use of dlscovery methods to demonstrate that
-therg.;s a material issue of fact..ssIfu.uthe moving party presents

4‘evidenchwhiﬁhHNOHJQ:entitlgf‘him_te;a,dipectedgyeqdjptijfgnot

controverted and the opposing party does not discredit it, the

opposing party must at least specify some opposing evidence that:
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.///:: can breSemt which wili changé'the-result.;;.Facts-sét 6ut in the

moving party s affidavit shewtng he is entltled to Judgment must be
accepted as true when not met by countep-affidaﬂitsor testlmogy
The mere denial of the moving party’s cententsan#, Qlthout showlng 
any facts aémissfble in'eyideﬁce, raises no fséde @F Fact,:;.|ﬁ §ne case.
.(Judge Fraﬁk),..spoke for alﬁﬁaniﬁops court ‘in upﬁéiding'a}gfantlof
summary.jUdgment on-tBe ground‘of'Iacheé,.:here'the F#cfs-WéFé Wifhin'
the knowledge of the party opposnng ‘the motlon and hls aFFldaVIt stated
no Facts to: aveld the clalﬂ’ of laches Ebnxon v, Ameplcan Telephone
- and Teiegraph Co., c.C. A - 2d 1947 159 F 2d 863 cert. den. 332 4.s. 764
.Peh den, 332 U. S 839 and 333 u.s. 850- H."
$ee also Vermont Structural Slate CO%A§t TafkorBrés. SlgfgiFo;; {nc.
- C.A. 2d 1956, 233 F 2d 9, aFFarmrng summary Judgment as ’Egmés% “
useful legal invention to save tlme andegﬁ::: : H
(Fuhtheﬁ recent cases noted'in Ba?hon-and HOItZOFF-épe-fnéfE&ed'fn
annexed.Appendix A)

'\\\\' : APPENDIX_A

Where party movnng For summary judgment has clearly establlshed“

éertaln facts, particular clrcumstances of the case may cqgt on eppostﬂg'
party a duty to gm Fovward wlth controvertlng facts, so that faxi&u
Fallure of opposung pavty to dlscharge that duty w:l! entitle movant to
summary Judgment. |nternationa| Longsharemen s and’ Wareheusemen s Unlont
ém-?{/ 334 F. 2d 165 (9 cm.,‘_ 1964).

On summarY'qudgment motion by‘defendaﬁt where deFendan£'s.
affidavit maﬂe'omt a prima facie defense, plaiptiff.was.requirgd to
come forward and set Forth spgcificfféct§ $how§ng theré was a.éenuine

triaf-fssue.'lpappas{v. Bliss 36 F.fi'ﬂ. 691 (D.Cf_Pa;'EQGSJ.




4)

.Once the movant has made a showing, the burden rests én
opposite party to show that he has'a'ﬁlausible ground for maintenance
of cause of action in his cﬁmplaint, or if a defendant thét'he_has
a ground of defense fairly arguéble‘ahd aF subgtantial charécteﬁ
and the burden-rests on him té meet'the moving party’s évidén¢é 
with facts, in detail and wlth preClslon, suFFlclent to ralse a;
general issue of material Fact ‘U. S. Va Daubendlck 25 F R D 50
(D.C.D. lowa, 1959). |
" See 10 F R.D. [87—where plalntlff's attorney attempted te create _
issue of facts of which he had no knowledge, upon |nformat!on and
belief and summary judgment was granted. |
See also 44 F. Supp. 499, wheféipublication was used in_summﬁhy
judgment | |
See also 2 F.R.D. 236

End_Appendix A

9 Wigmoere on Evidence 275 (Section 2486)...the burden of

proving a fact is said to be put on the party who has peculiar means

of knowledae enabling him to prove its falsity if it is false.
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-Q;;ﬂxqu o and rigidly enforced in this Circuit. -
o oS f e Thus, in Princess Pat, Ltd. v. National
M

The case now to be dlscussed touches ltghtly the point we are

try:néko make>that a party has’ the burden oF refutlng evadencg,igﬁ the

.other party, b?&ytdence oF lts own. Where? as here we have an admlssnon

of the exlstence'of a pr|nted repert approved fon dlstrlbutlon six weeks_

beFore the beglnn|ng of the one*year perlod and further eVIdence that

: «*r@w‘f‘
_normally the reproductson and maillng oF the prlntedt;snk would occur

. /

‘thhln two weeks ‘of approvai thea there is a presumptaon (rebuttable,

'oF course) that such reproductlen and malllng took place wlthln the two-

-.week period. In the ka abserice of rebuttal the ceurt could lnFerJ that

B the reproductlon and - matllng did in Fact take pdace in the normal two-~ week

manner., Further ln the absence of rebutta[ the court could conclude that

_ .pielntlff had admltted to the reproductton’ and malllng In such_perlod.

Or deFendant could make a request for admlsslon under Rule 36 as‘waé'dbne

in Unlted States Ve Jefferson Trust and Sav1ngs Bank 3I F RJD. l%? 139

(D.C.S.D. l!!. N. D., |962) in which whlch the court, grantlng deFendant s

motlon for summapy Judgment sald

The prov:suons contalned in the quoted
language (Rule36) are strictly construe

Carloading Corp., 7 Cir., 223 F. 2d 916,
: , the defendant’s response to a request: For

. R - admission "that it did not possess sufficient

' : ' information upon which to form a belief of
the truth or falsity of such statements”
and that defendant neither admitted nor denled
them, ‘was treated by the #rial Lourt as an
admission of the facts contained in the request.

¥ 0 a : : :
%]t is/well established rule of evidence that ‘eventsdwhlch
usually happen...in the ordlnary course of business...are -

presumed to have happened¥, in any particula case,_unless B oot ’7J
the contrary. appears from.-the evzdence.- 3! ¥C. J S« 304wfcr/u*4ﬂ“*’ 7

'___./«;?/,_4




ipon appeal, the couht aFF!Pmed.;j,'holding
that the response did not fairly meet the
substance of the. requested admissions and Qsﬂﬁ“g
could net be’ construed as a good Fal@buwjfﬁ
‘qualification in a gﬂﬂﬂ:ﬁnﬁ%h'ad?ﬁEF} In
view oF...Ruie 36, the court saig that
 there was "no persuasive reason, ‘the couht
below was: Forced to tolerate deFendant s
straddllng statements spensored ‘as ' a Pep!y to
- .paragraphs- 22 and 23 of p!alntlff’s request
- for admission.” 223 F. 2d at: 92@,._. '

~ PRINTED PuBLICATtoN?'

We turn ‘now to 35 U S C A 102 whlch reads 1n part as Foliows'

A persen shall be entltled to- a patent uniess-- ?i

(b) the lnventlon was...descrlbed in a prlnted
publication.,.more than one year prior to’
the date of: the appllcatlen for patent....




In 69 C.J.S. 230 (section 40 et'seq.)

it is stated that:

A printed publication, in view of the
patent laws, is anything that is printed and
(emphasis added) made accessible to any part -
of the public, such as & book, catalogue, leaf~-
let, and, under other decisions on the question,
such as a magazine article, scientific journal,
journal of a learned SOCIety, thesis, trade
paper, or trade magazine. Mere: print:ng in it-
self does not amount afxpubkiiea to publlcatyng

W Measures must be taken to render the thing
coptaining the descrlptlon accessible to some
part of the public. It is sufficient if some
coples are available in Ilbrarles.

e,

In 40 %ﬁ% {ar. Patents 554 ( ectlon 37) the rule is stated as FolIOWSk
The words of the‘Statute “not patented or

described in any printed publication ” do

not ra!ate to mere printing? there must be

an issuing and genera! circulation of the

printed matter in which the invention with

its'eieméhfs must be clearly set Forth.;;.

Rich, Judge, |n a concurrlng oplnlon in Aﬁpllcatlon of Tenney,
La

&
254 F. 2d 619, 628 (C C,ﬂ A /fSﬁ) has gone Furthe¢1than anyone ‘before

on the subJect. in the oplnlon he said:

U.Jt\\

Iﬂassume for the sake of argument (and |
think it is the law) that when a book has
been printed and copies are available for
delivery, an advertisement offering it for
sale would bring about its publication,
even before copies were actually sold.

(An argument -is made elsewhere in these notes on the matter of
publication--but it may be merely an academic exercise.)

% oo [at® @MM Aoasun | 7S




(8)

In 1. C. E. Corporation v. Armco Steel Cerpoﬁation, 250
F. Supp. 738 (D.c.s.b.N.Y., 1966), the court noted by way of dictg
fhat a prfntedldocumént that "has been disseminated or otherwise
made available to the extent'fhat.persons interested and ordinarify
skilled in the subject matter or art, exercising reasonable diligence,
can locate it anﬂ recognize and comprehend”, would be émprinted
publication".' It is not known how the ”peﬁsons;...skilled in.thé‘ért"

- crept into the declsron, since it has Iong been held that one printed
5
work deposited on a libaray shel f hasuleagmbeenmhe+d~%ob% a "printed
' VA '
publication. Robinson on the Laws of Patents, Volume |, Section 327.

There ksm is, however, no presumption that a book was published on the

date imprinted on the title sheet. Reeves v. Keystone Bridge Coavhazl

20 F. Cgs. 466 (Case No. I|,660j:

It is not shown that the work was published
before the date of the comd%mnamt's patent.

This must be directly proved. It is pot de-
ducible frem the imprint on the-title page.

That the work was then printed may be inferred
Ffrom this imprint; but when was it put in cir-
culation or offered™®(emphasis added) to the
public is a distinct fact which must be proved,
independently. The intended circulation of a
beok of a public nature may be presumed from its
being put into print; but it does not follow
that a work...was made accessible to the public AMJVaﬂ
as it was prlnted or that it wasYpublished

L,

at a.“ (%/ot% )

*  Note "offered” again.



[

1In' Interchemical Corporatlon Va Sinclalr & Carroll Co.,
%’?d -
50 F. Supp. 88§ The rule is sand to be that:

A.prlnted_pubi:catlon, in the view of
the patent law, is anything that is printed
and made accessible to any part of the public.’

-0n fhe same‘subJéCt Walker'ﬁetes that
' RIS L Wﬁrcﬂ _
- A printed publlcattenq..ts anythlngﬂthat is
" ’”9ﬁﬁnted3andaﬂtstrlbuted to aﬂxnpart of the
public in any

! ggungﬂxjﬁjthout any . injunctiony -

£ secrec-..fqnamwﬁmuff*éeems reasanab!e that

7o actual distribution need occun, aaﬁ?fhat
exposure of printed matter for sale is enough

- to constitute a printed publ:catlen M%%e s;ngle

- sale, OF a:.copy of a book krirg & ige
_ he-l-é a publication. ( Hatlcey em/?a@‘eafs-f:ﬂg(/_., @t vel- Wﬁ’ )

'(The history of the Statutes is dlscussed elsewhere tn these notes )




10 psy chiatrie e.x_a_lp:matmn in

ns 4244 and 4246. Assuming,
" his.to be so, and while there
‘¢ doubt that unstmtmg use
.1gnment examination wher-
ted s in aecord with good
“n1d the mandate of Congress
"1 in these Acts, still the fail-

1 inquiry into competency.
andings of such examination

“sitive of the issue presented
‘under Section 2255, which
1er the opportunity to have
aey determined at a hearing
sa and sentence fo determine

13 F.2d 48 Brown v. United

, 1959, 267 F.2d 42 Davis
:L'iLeS, 6 Cir., 1959, 270 F.2d
vl denied 361 T.8, 852, 80
4 LEJd.2d 91; Simmonsg v.
es, 8 Cir., 1958, 253 F.2d 909.

ally, there' is no meérit in ap-
hntention that the Distriet
& in excluding him from the
uring the testimony of the
ls.- On motion to vacate sen-
| Title 28, United States Code,

, the statute itself provides

't “may entertain and deter-
i otion without requiring the
'f the prisoner at the hear-
Nant was represented by
was hefore the court pur-
“rit of habeas corpus ad tes--
His presence there was for
“pose, e. g, to testify. The
se in excluding him, as ap-

ie record, was for the benefit

“well-being of appellant in
1t be affected adversely by
moehy relating to his mental
i .

1 e N

1. L . .
‘ent of the Distriet Couxt is-
H o :

Feason to be-
o was incompetent and,, there--
1 have mowed o regpire him

“with Title 18, United States

» does not, in itself, bar fur-

on 4246 would not be in them- -

competency at_the_- times in -
jregori v. United States, 5

S ?FEJERAL REPORTEE, | 2d SERIES
nent date, had

AUDIO DEVICES INC Pla,mtﬁf-
Appellee, :
ST V. BRI
' ARMOUR- RESEARCH FOUNDATION
. OF ILLINOIS INSTITUTE COF TECH-
NOLOGY, Defendant- Appe!!ant. P
' No. 373 Docket 26805. B

Umted States Court of Appeals
~.’Second Circuit. :
Argued June 22, 1961,
Decided July 31, 1951

Action for declaratory judgment of
‘noninfringement and invalidity as to pat:
ent No. 2,694,656, relating to magnetic

- recording = tape, magnetic iron oxides

guitable for use in magnetic recording
tape, and methods of production. of the
-oxides, wherein the patent holder filed a
compulsory - counterclaim charging in-
fringement. . The United States Distriet
Court for the Southern Distritt of New
York, John M. Cashin, J., 190 F.Supp.
189, held that the patent was invalid and
the patent holder appealed. The Court
of Appeals, J. Joseph Smith, Cireuit
Judge, held that the patent was mvahd
as anticipated by prior art.

Affirmed.

1. Patents €=16.5

“Mere recognition of Iatent quahtles_ E
in pre-existing art would not be mven-

tion.” 35 U.S.C.A. §103

2. Patents €328 T L
Patent No, 2,694,656 for magnet1c
recording tape, magnetic iron oxides suit-
able for use in magnetic recording tape
and methods of production of oxides was

invalid as antlczpated by prior art. 35

U.8.C.A, § 103.

3. Patents €=236(2)

If invention is plainly lacking, com-
merecial shecess will not sustain patent.

. .
_..——.—Q._—_—

Thomas F. Reddy, Jr,, New. York Clty

‘(Merton 8. Neill, James G. Foley, John

T. Farley, Ambrose A, Arnold, and Pen-

nie, Edmonds, Morton, Barrows & 'I‘ay]or,

)
5.
1
i
H
H
£
H
b
i

: New Y01k Clty on the bnef), for plaln— ti:
- tiff- appe]lee S i

m

_ H Sherman, Chicago, Ill. and Kane, Dal- ol
simer & Kane, New York City on the e
brief), for defendant-appellant. . Y o

R | udges, and .D'AWSON, District Jndge. . th
- A
J. JOSEPH SMITH Cireuit Judge " mi
Armour Research Foundation of 1i- ue

nois Institute of Technology (Armour), — 210

magnetic ivon oxides suitable for use in  m¢
magnetic recording tape, and methods of rig
production of the oxides, appeals from an ed
" adverse judgment in a declaratory judg- al
ment action brought by Audio Devices, teq
" Ine. (Audio), acensed -of infringement, ~ .m3
against Minnesota Mining and Manufac-  led
turing, a lcensee under the patent (Min- . fej
nesofa or 3M), and Armour, in whick - ma
"Armour filed a compulsory counterclaim ~  a
for infringement. Issues of non-enforce- gr
ahility by reason of misuse of the patent, = oxj
anti-trust law violation and lack of per- =~ dri
- sonal jurisdiction over Armour were = oxi
withdrawn by pre-trial stipulation. The - g j
court, Hon. John M. Cashin, Judge, found mi
lack of invention and anticipation by the ha
prior art. It granted declaratory judg- ~ 20(
ment of invalidity and dismissed Ar- = mg
mour’s compulsory counterclaim for in- . act
fringement seeking damages and other - fiel
relief,- 1960, 190 F.Supp. 189. - .- ang

2,694,656 issued November 16, 1954, on -~ fiel

. Research Foundation, ete. v. C. K. Wil- = . ]
. liams & Co., D.CE.D.IIL1959, 170 F. - .4

499, certiorari denied 1961, 365 U.S. 811," ;.

. 81 .8.Ct. 890, 5 L.Ed.2d 691. 0 conl
- The claims in suit on which appellant - - Fe,

" relies are numbers 8, 5, 6, 25 and 26,  Q;,
which are as follo__ws: o o " oxi
“s A ferromagnetie iron oxide '_alpﬂ
material adapted to form an element - the
_of a magnetic impulse. ‘record mem- . irom

AUDIO DEVICES, INC. v. ARMOUR RES)
Cxte a5 203 F.2d 102

. Carlton . Hﬂl Chlcago, IH (Ben_]amm oY

. Before CLARK and SMITH, Circuit  fe

holder of the Camras U. 8. Patent No. . - 10
2,694,656, for magnetic recording tape,

The patent in suit, U. 8. Patent No. . tws

applications of July 25, 1947 and August —~ «
80, 1947, It was held invalid in Armour . pq¢

Supp. 871, affirmed 7 Cir., 1960, 280 F.2d - 4,/

ber, said material consisting essen- - tior
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AUDIO DEVICES INC. v. ARMOUR RESEARCH FOUNDATION, ETC.
Cite as 293 I‘ 2d 102 (1961)

New York City on the brlef), for plain-
tiff-appellee.

Carlton Hill, Chicago, Ill. {Benjamin
H. Sherman, Chicago, IlL. and Xane, Dal-
simer & Kane, New York City on the
brief), for defendant-appellant.

. Before CLARK and SMITH, Circuit
Judges, and DAWSON, District Judge.

J. JOSEPH SMITH, Cireuit Judge.
Armour Research Foundation of Illi-

*. nois Institute of Technology (Armour),
.. holder of the Camras U. 8. Patent No.

2,694,656, for magnetic recording tape,

. magnetic iron oxides suitable for use in

magnetic recording tape, fand methods of
production of the oxides, appeals from an

~adverse judgment in a declaratory judg-

ment -action brought-by Audlo Devices,
Inc. (Audio), accused of infringement,
against Minnesota Mining and Manufac-
turing, a licensee under the patent (Min-
nesota or 8M), and Armour, in which
Armour filed a compulsory counterclaim
for infringement. Issues of non-enforce-

" ability by reason of misuse of the patent,

anti-trust law violation and lack of per-
sonal jurisdietion over Armour were

" withdrawn by pre-trial stipulation. The

court, Hon. John M. Cashin, Judge, found
lack of invention and antzc;pat:on by fhe
prior art. It granted declaratory judg-

_ment of invalidity and dismissed Ar-
‘mour’s compulsory counterclaim for in-
“fringement seeking ‘damages and other

relief. 1960, 190 F.Supp. 189,

The patent in suit, U. S. Patent No, -

- 2,694,656 issued November 16, 1954, on

applicdtions of July 25, 1947 and August. -

30, 1947. It was held invalid in Armour . -
Research Foundadtion, ete..v. C. K. Wil- -

liams & Co., D.CE.D.IIL1959, 170 F.

~ SBupp. 871, affirmed 7 Cir., 1960, 280 F.2d
499, certiorari denied 19617365 1.8, 811
81 8.Ct. 690, 5 L.Ed.2d 691,

The claims in suit on which appellant

‘relies are mumbers 3, 5, 6, 25 and 26,

which are as follows: ‘
"8, . A ferromagnetic iron oxide

* ‘material adapted to form an élement

- of a magnetic impulse record mem-
ber, said material consisting essen-

103

tially of acicular ecrystalline par-
ticles uniformly small in size and not
over 6 microns in their greatest di-
mension of a synthetic magnetic
oxide of iron selected from the group’
consisting of magnetic ferrosoferric
oxide, Fes04, and magnetic gamma
ferric oxide, Fe,0a, the selected syn-
thetic magnetic exide of iron having
a cubic lattice structure, and said
material having a coercive force val-
ue of hetween 200 and 550 oersteds
and a ratio of Bin/Brat H—= 1000 of
not over 8 to 1.

“5. A magnetic- 1mpulse record
member having a non-magnetie car-
rier and a coating adherently bond-
ed thereto of magnetic material and

. a binder therefor, said magnetic ma-

terial consisting essentially - of &
magnetic synthetic iron oxide se-
lected from the group consisting -of
ferrosoferrie oxide, Fes0y, and gam-
ma ferric oxide, Fe.0s, formed from
a non-magnetic iron oxide of the

_group cansisting of alpha ferric
" oxide monohydrate and -the anhy-
-dride thereof, said selected iron

oxide being in crystalline form of
a uniformly small size less than 6
microns in greatest dimerision and
having a coercive force of between

. 200 and 550 oersteds, said magnetic
-material having a B: versus H char--

" acteristic that rigses most rapidly at
" fields between 200 and 600 cersteds -

and relatively slowly at fields be- -

. tween 0 and 200 oersteds and at
~fields above 600 ocersteds, '

“6. As a new article of manu-

-facture, a magnetic impulse record

member comprising a thin, flexible, -

. non-magnetic support, and -adhered )
thereon, a layer of magnetic synthet- == -

je-iron oxide selectéd from the group
consisting of ferrosoferric oxide,

- Feg0Qy, and gamma ferrie oxide, Feg -
- 03, formed from a non-magnetic iron

oxide of the group consisting of -
alpha ferric oxide monchydrate and :-

‘the anhydride thereof, said selected -
iron oxide in its as-produced condi-
- tion being in the form of elongated : -
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. particles having characteristically a
- length-to-width 1"::.11:i0 of about 2.5 to
_1-and higher and being of acicular
. crystalline form and of a uniform- -
-~ ly stnall particle size less than six -
- microns in- greatest -dimension and
“having a coercive force of between
200 and 550 cersteds. - ‘
“95. Ferromagnetic iron oxide
. selected From the group consisting of
- a synthetie ferrosoferric oxide, Fes-
04 and of a synihetic gamma ferric '
- oxide, Fe;0s, adapted to form an ele-'
ment of a magnetic impulse record
- member, said iron oxide consisting
. essentially of uniformly small elon-
gated erystals of less than-about 1.5 '
" mierons maximum dimension having
‘a length-to-width ratio of about 2.5
" to 1 and higher, and having a cubic
. crystal lattice ‘strueture and a coer- -
~ cive force, He within the range of .
245 to 330 and remanence, B, of
above about 500 gauss.
dge © A magnetic impulse record
member having a non-magnetic car- -

* rierand a coating adherently bonded .

. thereto of ‘a binder and magnetic
material, said magnetic material be-
ing - the . ferromagnetic iron . oxide
defined in claim 25 and having a Br .

~ versus- H characteristic that rises

~ most rapidly at fields between 200
and 600 oeisteds and relatively slow-
1y at fields between ¢ and. 200 oer-
steds. and at fields above 600 oer-
‘steds.” - ' -

Magnetie  sound recording had been.

known in the United States for some
years, using -magnetized_'wi_re as a re-
cording medium, when United States re-

search teams in Europe at the’ end of
" World War II became interested in Ger-

man use of tape coated or impregnated

with magnetic ivon oxide as a medium, -

which had brought about a great im-
- provement in fidelity of. reproduction.
‘Camras as a student had written in 1942
. o thesis on magnetic recording on steel
' wire. In 1945 Camras began investigat-
ing the use of magnetic iron oxide coat-
ed on tape. The German development in

the feld had been set forth in 1936 in:

"

“the Johnson British patent of L G.Fag- ¢ 0
ben.  Camras found that, as had been " ..
indicated in the Johnson patent, the .
.oxides. Fes0y and .gamma Fex0: were -
most suitable. He found that a high . -
- coercive force He. (resistance to demag-
“netization) of 200-550 oersteds at ap-

plied fields of H==1000 gave good re-

sponse at slow tape speeds. Above 550.°
" was undesirable because of difficulty in. b
. erasing, Healso claims as a eritical teach-

ing in the patent in suit -that the re-

" sidual magnetization curve Br v. H should

present. a relatively gentle slope to: a
point of about 250. gauss, to .- eliminate
cross-talk caused by transfer from adja-
cent layers of tape, & rapid rise in the

_ curve at fields between 200 and 600 oer-
steds, claimed to-reduce distortion im-
recording, and a flattening out thereafter
.. for ease in erasing, a remanence (Br—
 magnetism remaining after the saturat-
ing field is remaved) of above 500 gauss,

which should be relatively high in rela-
tion to maximum ferric induction (Bim—
total magnetism while saturating force
ig present) resulting in a low Bin/Br
ratio, claimed to assure hetter sensitivity

" and frequency response. He also taught

that the magnetic particles should be
scicular (needle shaped) of small size

preferably less than 1.5 -microns
© (1/1000ths of a millimeter) in maxi_mum

dimension of precipitated and- SYOWn
starting -material. -
- Camras sent some of the oxide powder

which he had made to Minnesota in 1946
" for coating on-tape. -Minnesota ‘sent
Camras. 20 reels and shortly thereafter.
“~made its own oxides and. subsequently -

filed patent applications which were later
“placed in interference with Camras’ ap-
plication which aventnally became the

patent in suit. In May 1947 Minnesots -

took a license from Armour under which
it sold during the years 1947-1959 some

- $92,000,000 worth of tape and paid Toy-.

'aIties in excess of $1,300,000. -

" Before Camras’ work on the oxides, &

pumber of published references existed

- disclosing methods of producing mag-
netic iron oxides. The references them- - '
selves had nothing to do with magnetic
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AUDIO DEVICES, INC. v. ARMOUR RESEARCH ZE'OUNDATION ETC. 105
Cite 2s 263 F.2d 102 (1961) :

1ecord1ng tapes. The 1936 British John-
son patent, however, indicated that these
magnetic oxides, black ferrosoferric ox-
xidée (Fes0:) and reddish-brown gamma
ferric oxide (Fex0z) were especially suit-

" able for use on recording tapes and that
“high coercive force and extremeély fine

particles of uniform size were desirable
qualities in achieving satisfactory re-
cording magnetic oxides.

The appeal from the finding of invalid-

ity of the method claims 8, 10 and 14,.

is not pressed and understandably so,
for they are -anticipated by the prior

-art, particularly in the Bureau of Mines
- Bulletin No. 425 (1941) “Magnetic Sepa-

ration of Ores” and in the Japanese pig-

" .ment patent No. 148,643 (1941). The

Japanese paient is not ag specific as the
methad elaims of the Camras patent on
the reduction temperature, but did teach

‘that it should be “below sintering tem- -

perature” leading to the same result.

Various iapes, including prior art Ger- .

man tape, tape made with prior ari
oxide made according to a Welo and

" Baudisch article of 1934 at inter partes
-demonstrations, tape made with prior

art oxide, made aceording to the Japanese
pigment patent 148,643 {1941), fape
made with natural iron oxide, Goethite,

and tapes made in accordance with the .

Camras patent as made in 1947 and 1955
were recorded and played before the trial
coyrt. The court found ne significant

‘difference in the performance of these
‘tapes and found any variation in the

tapes to be minor,
The court also found that Camras' aet

in selecting a certain oxide and adapting-
1t to use ag a magnetic recording medi-
um was merely a step in the natural pro- .

£ression of the art which was not beyond

the standard of ordinary ekill of warkers

in the recording field. The court held
therefore that the presumption of valid-
ity arising from the granting of the
patent had been overcome and that the

‘patent ‘Wwas-invalid.

In this the court was clearly conect

The statute, 35 U.8.C. § 103, provides:

“A patent may not be obtained though
the invention is not identically diselosed
293 F.24-714

. remanence),

or described as set forth in section 102
of this title, if the differences between
the subject matter sought to be patent-
ed ‘and the prior art are such that the
subject matter as a whole would have -

been obvious at the time the invention -

wag made to a person having ordinary
skill in the art to which said subject .
matter pertains. Patentability shall not
be negatived by the manner in which the
invention was made.” Under this test,
Camras’ tape was not an invention.
Magnetic recording had been known since

-1900. Most of the qualities desirable
_in a recording member were known and

described by Camras in his 1942 thesis
on wire recording -(high coercive force,
shape of the magnetization curve, high
The use of synthetic start-
-ing materials is surely an obvious means
of avoiding impurities.

The claims relied on set forth guali-

“ties of the magneétic iron oxides them-
~selves (8, 2b), and of the oxides at-

tached to the recording tape (5, 6 and
26). Insofar as they direct the use of
ferrosoferric oxide and gamma ferric
oxide, the claims were anticipated by the
Johnson pafent, which described these
oxides as “especially suitable” for electro-
magnetie recording of sound. The John-
son patent also anticipates their direction
that particles be of extreme fineness and
uniform in size. The Johnson patent
stated that its method of producing mag-
netic oxides yielded particles of the size
of 1 micron or less. The Camras patent
calls for “erystalline particles uniformly
small in size and not over 6 microns in
their greatest dimension” (claims 8, 5,

" 6), “uniformly small clongated crystals

of less than about 1.5 microns maximum

-dimension” (claim 25 and, by incorpora-

tion, elaim. 26). The Camras claims are
thus broadly and generally stated in-

“terms that encompass the Johnson dis--

elosures, and were therefore anticipated

by Johnson insofar as size is concerned. .

Cémfas similarly fails to 'dis_cloée much

advance over Johnson in his prescription -

of a high coercive force. Johnson desig-
nated a “high coercive force” as ensuring
“good stability of the sound recording.”:
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The Camras patent is slightly more spe-
cific in this respect, but it suggests a
- variety of" -ranges, and fails to: establish
'that any particular range is especialiy
eritical, - Claims 10 and 14 .call for a
coercive force of at least 200 oersteds,

claimis 3, 5, 6 and 8 call for “a coercive -

force of between 200 and 550 oerateds,”
and elaiins 25 and (by incorporation) 26

call for “a coercive force, H., within the

range of 245 to 330.” The last range
mentioned, plus the range of 290-360-
©(claim 1)-and 220- 290 {claim 2) is not

designated as a range in the specifica-
_tions. Im explaining why so many dif- .

ferent ranges were set forth, Camras
testiﬁed that “we .give a broad range
. which' i§ 200 to 550,” within which the
preferred range is.from 275 10400 (App.
659). However, this preferred range of
275 to 400 iz not made the basis of any-

© o Celdim, and the various ranges set forth

by Camras were admitted by him to be

simply “axemplary of the best materi—_

“als.”” Moreover, the Camras ﬁguies for
coercive force lack “eriticality,” as that
term was. used in Helene Curtis Indus-
tries, Tne. v. Sales Affiliates, Ine., 2 Cir.,

093 a4 148, 152-53, certicrari denied
352 U.8. 879, 77 3.Ct. 101, 1 LEd2d

80, For, after Johnson' disclosed the. de- -

sirability of high coercive forces, Cam-
ras-chose a series of ranges meeting that
description, - without  showing that the
~ particular ranges chosen had particular

" significance. . While the court below re- -

lied on the lack of invention, and did not
pass on the “ayiticality” point as such,
the absence of criticality itself demon-

" gtrates 4 lack of invention over the John- .

son patént.

Whether or not Johnson itself ant1c1—
_pates the Camras coercive. force criteria,

Johnson considered in conneection with .

' the remaming prior art clearly does:
There is ample evidence in the record

that coercive forces of between 200 and’
550 could be produced by methods already -

existing at the time Camras set to work.

'.The__o'riginality, if any, must - come
from Camras’ combining with the high -
_eoercive force criteria the other criteria

"set forth in - his ox1de and oxide -On-
-tape claims, ..

: These addltmnai criteria referled to
above, are: o .
1. A ratio of Bim (total magnetism

While saturating  force is- present)/Be -
{remanence, or magnetism remaining
- after the saturating force is removed)

of 1ot over 3-1 .(claim 3).
2, Remanence, By of above about 500

- gauss. Claims 25 _and (by -incorporation)

26.

3 A BJ/H chalacterxstic that Tises
most rapidly at fields between 200 and
600 .oersteds - and relatively slowly at
fields between 0 and 200 cersteds and at

: ﬁeids above 600 Oer steds (claims. 10 26).

:4; - Acieularity. - Since Camras admit- o
ted that the same qualities could general-
ly be obtained without acieularity, this -

does not appear essential to the inven-
tion. See Armour Research Foundation

v.-C. K. Williams & Co., supra, 280 F.2d

at page 504, noting also that use of
acieular par tlcle:, on recordmg tapes was
old. .

Appellant "asserts that the genius of

Camras’ invention lies not in the discov-
ery of these individual gualities, but in
their combination. The difficulty with

this argument is that the claims do not
show all of these allegedly significant

criteria in ~combination. * “Thus, the
Bim/B: ratio of less than 3-1 is set forth
only in combination with the specification
of a coercive foree value of 200 and 550
oersteds (claim 3). " This ratio was ob-
tained by following the Bureau of Mines
procedure under which ferrosoferric ox-
ides were produced with H, (coercive
force) of between 200 and 550. Thus,

. claim 8 was anticipated by that document
- alone, without reference to the - other

prier art relied on by the distriet court.

The remaining combination of guali-
‘ties is the remanence of above 500 gauss
and the By/H characteristic shape, set
forth in claims 25 and 26. The black

oxide produced by following the Japanese

patent had this approximate shape (rapid
rise’ between 250 and 600 oersteds), to-

" be anti
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: _' Cite as 203 F.2d 167 (1961)

o gether w1th a remanence of 580 gouss,
" a coercive force -of 262 ocersteds and a
- Bim/Br ratio of less than 3-1, The appel-
lant plotests that - the Japanese experi- -
. ment was not condicted at the tempera--
- ture specified in the Japanese patent, but
“it seems that the 800°. C. set forth in

that patént is correctly found to be the
external, rather than the internal tem-
perature. ~Furthermore, to the extent

. that the optimum itemperature could not

be definitely ascertained from the Jap-
- anese patent, it could be obtained from -
-the Burean of Mines Bulletin, which’

specified - the. temperatures which best
If the

anese patent did not point to the use of
its product on recording tape.
P. Converse & Co. v. Standard Packaging
Corp.,, D.C.N.J.,, 1756 F.Supp. 819, 823,
holding that a patent for & bag-making
machine was anticipated by patents cov-
ering tire patching machines. The chay-
acteristic B./H shape, together with a
remanence of over 500 gauss, was also

produced by followmg the Bureau of -
Mines procedure, although the testxmony .

as to the B./H shape was a little general

in nature. In short, produets having the -
qualities_ set forth by Camras could be
- produced by reference to existing chem- -

ical knowledge and, in view of the John-
son patent, there was no novelty in ap-

plying these products fo the new use of °
magnetlc recordmg

[1-3] - The dlstrlct court’s'coﬂclusioﬁ

" that Camras’ subject matter would have . -
.-+ been obvious fo a person having ordi-
7 nary skill in the art is supported by the
“evidenice: that Minnesota without instrie- -
tion from Camras or Armour promptly .-
_ preduced for itself oxides havmg Cam- - .~
The person having -
" ordinary ,skill in the art is a person

ras’ chardeteristics.

skilled in the recording art here involved,

- Zoomar Inc. v. Paillard. Products, 2 Cir.,
' 1958, 258 F.2d 527, 529, and presumably

familiar with its literature. If Camras
did anything here, he ‘mergly :ecognized

-George

judgment for plaintiff, and defendant ap-

latent qualities in the pre ex1stmg art.
This is not invention. General Electric:
Co. v. Jewel Incandescent Lamp Co. -
826 U.S. 242, 66 S.Ct. 81, 90 L.Ed. 43."

The first to describe to the U. §. Patent |~
Office something old but useful eannot . - -

thereby obtaln a monopoly and control’
_the field of its use. The usual presump- °
tion of Validity from the grant of the
palent iz substantially weakened here"
by the failure of the examiner to con-
sider much of the prior art, such as the

Japanese patent, and the full Bureau of - 7

Mines Bulletin, see Georgia-Pacific Corp. -
v. United States Plywood Corp., 2 Cir.,
1558, 258 F.2d 124, Zoomar Ine. v. Pail--.

“lard Products, supra, and by the find--

ing of invalidity by the courts of the
Seventh. Cireuif in the C. K. Williams
case supra. If invention is plainly. lack- _
ing, commercial success, even if ascriba- _
ble here to the tape development rather
than to other elements in the recording
systems, “cannot fill the void.” Deering,
Milliken & Co. v. Temp-Resisto Corp., 2
Cir,, 196G, 274 F.2d 626, 633. .

The judgment is affirmed. ..
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TRINIDAD CORPORA'E‘ION Claxmant of -
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Appe!lznt ) :
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INDIAN TOWING. COMPANY, Ine, .
Appellee. :
- No.'18588. ‘ _
Umted States Court of Appeals
Fifth CerUIt
Aug 3, 1961 o

Actwn for damage sustalned when--'

meeting defendant’s vessel. The Umted '
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enberry; J., 187 F.Supp. 774, reiidered a
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. 8 450 e INFRWGEMENT L 1681
. 422, 52 L. Ed. 1192; Remkarts, _Inc . Oa,terpzllar Tractor .

Co., 85 F.(2d) 628 C. C. A 9 (1936)]. Infringement,

- Whether dlrect or contnbutory, is essentlally a tort, and .

.~ implies invasion of some right. of the patentee.. -[Carbice
- Corporation of America v. American Patents Develo;pmem :
- Carporation, 283 U. 8. 27,733 75 L. Ed. 819 (1931);
. compare Moore ». Marsh, 7T Wall. (74 U.8.) 515, 520,

19 L. Xd. 37 (1869); Root v. Railway Co., 105 U. S 189,

- 214,26 L. Ed. 975.] . An infringement is the unauthonzed'_'
i making’ or using or selling of the patented invention,
[Chmstensen v. Nat. Brake & Elect. Co., 18 F.(2d). 981; =

George Close Co. v. Ideal Wrapping Maahme Co., 29 F_

: (2d) 533, 535, C. C. A. 1 (1928).] . The patented 1nvent10n .
-is not everything disclosed within the ‘‘four corners’’ of
" the patent; for many ideas or concepts are disclosed and.

suggested by the specification and drawmgs whieh are nof- -

- protected by. the -patent. Strictly speakmg, mfrmgement
~ of a patentis an erroneous phrase: what is infringed are -

' “the claims of the patent which ‘‘measure the mventmn“ j
~and define precisely what the invention is, and the limits. &

beyond which one eannof pass W1thout mfrmo ging ;. therefore |

it is-to the clajms of the’ patent ‘to ‘which ome must look to

" determine whether there i is an infringement. [Gontitiental | ,

: Paper Bag Co. v. Eastern Paper Bag Co., 210.U. 8. 405_{1

51 L. Eid. 922; White v. Dunbar; 119 U. 8. 47, 52; Fulton™ -

- Co. ». Powers Reg. Co., 263 Ted. 578, 580 G C. A. 24

SO United States L. & H. 00rp v. Safety Car H. & L. Co.,
"> 261 Fed. 915, 918, C. €. A. 2: Smith v. Snow, 204 U. 8. 1 o

11, 79 L. Ed 721 (1985) 5 Claude Neon Lights, Inc. v. E R
'Ma_chlett_ & Son, 36 T:(2d) 574, 575 (and cases cited), .|

G CoA 2 (1929) ; Young Radiator' Co. v. Modine Mfg. Co.,

.55.8.(2d) 545,548, C. C. A.'T (1931).] . “*It is axiomatic

_in the patent law that infringement depends, not upon what.

-+ -is manufactured or sold by the patentee, but upon what he -

- has patented.””  [Magnavox Co.v. Hart & Reno, T3 F.(2d)

. 433, 445, C. C. A. 9 (1934); see, also, Grand Rapmds Show

o ,_Case Co. v. Weber Show Case & Fiature Co., 38 F.(2d) 730, -
' .'731 cert den 281U S 767 74L Ed 1174] Purpose and L

ey T - !
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Injunctive Relief

15 U.S.C.A,. 26

Clayton Act Sect. 16

Any pehson, Firm,_corﬁoration or associafion
shall be entitled.to sue and have injunctive religf....
against thfeatehed Ioss_of Qamagg b* a vip!atiqh of thé
antitrust jawéj..when and;ﬁndeﬁ the same céndftibn and prin-
ciples as injunqtfvé relief against threéteﬁed coﬁﬁugt'that
will cause loss or damage is granted by courts oF.;quity,

under the ruies.govehhing such proceedings.sas.




- G.le Blanc Corporation v. H. & A. Selmer Inc.

310 F. 2d 449, 459-60 | o
(7. Cir., 1962) cert. den. 373 U.S. 910

 We hold that the district court did not err in
'denying recovery fn.the.g[léged.violatioq of 35 U.S.C.A.
s. 292. | |
If we have gﬁ:gi:§{the issue of unfair competition
and if sgch a claim is asserted against plaintifF indepeﬁdent

. . * - ) : )
oﬂqthe charge of Falsemaghlgg,A then it, too, must fail.

(= The court no?es.at p,.458;-.hAp§arently, the trial court
t;eated the iséue'oF ﬁnFafr competition as related sclely to
fhe charge bf'Féisé marking;b. As | read this case, the court
does n&t say fhaf unF;ir~¢ompetitioﬁ could not be Fe@ﬁd on the
basis of false marking. In fact it is silent on that.point.

I’

It found here, merely, that intent to deceive the public is

T
— “

ia_prerequisite to”Finding a party guih y of false marking or

L K

‘"—..,‘_“‘. N —

bt g i i 0

"

false advertising,” and here the trial court on “this critical
element” found for party charged with False.marking. Thus,
the duestion'is left open as to whether or not an allegatidn.

of false marking,"iF proved, will support an unfair competition

countﬁb-—or, for that matter, an antitrust count.)




Troban Engineering Corp. v. Eaton Manufacturing Co.
37 F.R.D. 51, 52 . _ '
(D.C.N.D. Ohio, E.D., 1964)
This is an action alleging patent infringement and.

false marking, in which plaintiff seeks an injunction, an

accounting, treble damages, a share of the penalty providéd

. for defendant’s alleged false marking and other stated relief.

Lippet Cups, Inc. v. Michael’s Creations, Inc.
180 F. Supp. 58, 60,1 ' R :

(D.C.E.D.N.Y., 1960)

Further, that the defendants complained of conduct

in using the word "Patented” and Pat. No. 2,355,010,” con-
stitutes false represéntation and that such produéts.have_beenf.
transported in commerce in violation of Trademark Act (15 U.S.C.A.

S 1125 (é).to the plaintiff's damage.

4. The defendant’s conduct as above pleaded constitutes.

:unfair competition with the plaintiff.

(DeF. motion to vacatg‘égged to take depositions was here denied,)

180 F. Supp. 58 Shepard




¥

plaintuFFs.(and other lltlgatlon) was a clever attempt to make

”Ronson's aggression known to almost everyone in the Uhited States."

Un}on Pacific R. Co. v. Chicago and North Western Ry. Co.,
226 F. Supp. 400 (D.C.N.D. 111, E.D. 1964)
( Hoffman, Jr., cites 70 F. 2d at p. 410, but cited the dissent

of Hand on.the matter of the clean hands doctrine refusing to

‘grant relief on that basis. )

Ronson Patents Corp. v. Sparldets Devices
112 F. Supp. 676, 689-90-91-92
(p.c. E D. Mlssourl 1953)

Defendants claim that the suits filed agalnst them by ' |

The ad and Ietters of the klnd sent to Bennett Bros. are cataloged

.also as threats of the same character and for the same purpose, to !

Frighten "off the retail customers. ' Some of the deFendants rep- |

resentatives testified to lost customers, through ”fegr oF_what

Ronson "would do.” This is puré'hearsay‘and entitledﬁto little if

any weight unless corroborated by testimony of thosé ﬁho Were-afieged to

have been frightened. Not one customer was cailed who conFlrmed the

'opinion of defendants’ agents “that he had been Frtghtened or deterred

From handl ing deFendants lighters because of any aotioF Ronson or -
Art Metai. DeFendants argue it was plofntift's burdeq to prodoce
negative testimony of lack of fear by the dealers. Wé know of no é

law on which a shift in the burden of proof in this%cése can be Foundedi

# ® o . - i

Although we find defendants have Failed'to‘carry the burden

of proof on the merits of the case, we will rule on the damage claim.



Defendants claim damage of two types: Lloss oF Sales of lighter
énd cost of patent litigation. 'Defendénts admit theré was no loss.
in sales of pocket lighters...DeFendan#s c!aih loss of sales on
17,529 desk lighfer, at a profft of $21,996.79, due to plaintiff,
due to plaintiff’'s "monoﬁoifstic.pbacticgs.” | | |

The rule of law on damages is not a ma£ter of disﬁute.
Defendants must prove a.pécuniéry-!os§'to,its bqsiness; it must be.
#hoven by facts from which theirhexistence'isilogically and legally
inferable., Possibility or conjecture as to the casual connection
betwéén fhe wrong and the:ihjuﬁy is not SUFFicient.

The cause of Failufezof'deFendants'fo_sell the 17,529 desk
']ighter hés n§t been traced to ap}'act'oh acts éf blaintiff,.léwful

or unlawful, even by speculation.

Evidence in the record could account for some loss of sales

of butane desk lighter is: trouble with lasting quality of gas

cartridge..., "a very high bricé".;.;tﬁouble:jn making delivéﬁieé...,
loss of appeal-to the publiceass

Even.if there were proof of loss of sales,.traceable to
‘ pfaintiFF's acts‘here complained of, deFenaants' method of proving
démage has ne support in Iaw, Defendants wﬁuld take the measure
of profits of its businesé as a.whole and apply it to a new product,
without any evidence of cost of manufacture, Qosﬁ of sa!es:(% new

product) a net income from sales. See Central Coal & Coke Co., v.




Hartman, 8 Cir., i F. 96.

Had defendants sustained this claim on the merits,
reéovery of .damages would have been restricted to proper attorney’s

fees and costs of litigation, in this case..

Hope v. Hearst Consolldated Publlcat:ons, Inc.

294 F. 2d 681

2 Cir., 1961

Cert. Den. 368 U.S,. 956 _ _ B _

( Lnbgl acgaon against newspaper. Pertains to evidence notes at
P 9]. : .

The traditional rule...is that Federal equity courts havé

" no jurisdiction to enjoin defamation.... There is, however, a line

of cases enjoining false and:libeIOus publicatfons whére plaintiff’s
property rlghts were thereby belng injured and where the libel had -

overtones of coercion and restralnt of trade. Emeck v. Kane,

- C.C.N.D. Il!., 1888, _34 F. -46- Adrlance, Platt & Co.:v. Natlonal

Hawrow Co., 2 C:r., 1903, IZI F. 827: A. B. Farquhar Co. Va Natlona!

-Harrow Co., 3 Cir., 1900, 102 F. -7l4 49 L.R.A. 755- Sun'Maid Ra|3|n

Growers of California Ve AVIst D.C.N.D. 111., 1928, 25 F. 2d 303.

T N f—\~~1/_\\_._ . R SR NP g N /'““‘-—’A‘“m-_/ \ I
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Although lntnmldat:on and restralnt of trade may be the principal
keys to the equity court in these cases, W|IIL5 v. O Qonnell,

D.C.S.D. Ala. 1916, 231 F. 1004....

Sun-Maid Raisin Growers of California v. Avis
125 F. 2d 303 (n C.N.D. ||1., E.D., 1928)

( DeFendant owners of a patent threatened members of plaintiff

organlzatlon, customers, etc.,_and in general harassad p!alntIFF_

in its business but did not bring suit. . Court here tssued an

|nJunct|on against such acts by deFendant nottng )
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That, instead of such attacks, the one urgihg
_infringement should come into court and seek

a determination of the validity of his patent

and his rights thereunder; that he should not

menace the alleged infringer in circulars,

letters, or newspapers, but exercise due dil-
~ igence in the prosecution of his suit for damages.

# % 3
In view of the foregoing, it follows that there will be a
de%{egé for the plaintiff against the defendant ' , as prayed,
o at defendantfs costé.

: ( Note here "costs”, but court does not state the extent. Also, one

i } would wonder if damages might not be in order to plaintiff here,

although evidéntl} not allegéd-other.than eﬁxobtain jurisdictién in

& this a diversity case.._But'what would result if D {as in BT case)_ o
i%@g brought suit, but ih additiéé,_haﬁassed. Suppose.now the patent is held
'1§&*fl _invalid, or even_iF-fﬁ is nof,lthe court here says pétentee should
-‘"--.brlng sult. Let the court décide. “But of céurse, other caseé‘heve

T
aIIOWed a certasn amount of harassment on part of patentee, )

Berlenback v. Anderson ad.Thompson Skf.Cd.
329 F. 29, 782, 784 (9 Cir., l964)
Cert. dena 379 u.s. 830

ln.vnew of the history and policy of the defense of patent
misuse welffnd no merit in appellant’#'contentiﬁn that the probf of
substantial.leSSening of competition is a prereqﬁisite'to finding
patent misuse., See Park;ln Theatres v. Paramount;Richards Theatres,

90 F. Supp. 730 (D. Del. 1950), aff’d 185 F. 2d 407 (3 Cir. 1950)....




Esco Corperatton v. Hensley Equipment Company
265 F. Supp. 863, 873
AFf’d 375 F. 2d 432 (9 Cir., 1967)
 eaesthe pbeeumption'of validity:aione is sufficient
against a misuse defense of the character pfesented in this case

where the misuse relates exclusively to the markings of the numbers

of the panke patent upon the manufactured pieces.

.Walker Process Eqﬁipment,élhc. v. Food MachineﬁiiandeChemical
Corporation. 382 U.S. 172 (1965). '

: The questfoe;befbre US-fs whether the meinténanEe.and en-
Forcement'ofua'patentfesteined By-Fraud on the ﬁeteh%iOffice may.be
the basis of an actlon undep Sect. 2 of the Sherman Act, and therefore
'.subJect to a treble damage claim by an injured party under Sect. 4

of the Clayton Act.

| Harlan concurring ) we'hold.that e treble~damage action for
ﬁoeopolizations which, b+t for-the existence of a patent would be
violation of the Shermae?Act.may be.mainteined under Seet. 4 of

The Claytoe Aet if two ;oeditions are satisfied: (1) the relevant
fateet is shown to have'been_prqcured by kﬁewing or wilful fraud
Aeracticed_by the defendant on tﬁe.Patent:OFfiee on,_if‘fhe defendant
was not the original patent appiicant he had been enForcihg the
patent wlth the knowledge of the fraudulent manner in which it was
‘obtained; and (2) all the other elements necessary to establlsh

a Sect. 2,monopol|zatton:chargegare proved.




Aluminum Company of Amertca Ve Sperry Products- Inc.
‘285 F. 2d 8 911, 927
(6 C;r., 960)

We Flnd no mertt in the clalm oF deFendant that the patents
in éy:t were mlsused by placing on the patent tag of Reflectoscopes
other patent numbers in addltlon to those in su!t under the words
"Manufactured under one or more of the following patents.”

The evidence does not show that the defendant or anyone

else was anured by this Ilstlng of patents. It does'not'disclose

= e

— L'_‘—x‘—‘_'—\
othat perry aCQUired any monopoly beyond what |t was entltled to

have undorglts.patents. The@patonts infﬁunt were proper]y listed on

the patehtétags;

sime -
Robbins v. Ira M. Peterszxnn & Son_ .

51 F. 2d 174, 178

(10 Cir., 1931) | |
( Suit for damages For patent lnFrtngement. )

The defendant set up a counterclaim for damages based upon
allégod unfaln.trade practacos_- - that plaintiffs advertised defendant
ao an:iofrfoger; brought.an:onnecossary number oF-suitsiagainst.
doFendant‘s customers, threatened to sue others, and demanded of those

: ' o incubators
sued that they deliver to plaintiffs the irsuiakars purohased from
defendant for deofruction, afl.of which, as alleged, caosed or was by
‘plaintiff intended to.caose the.loss of many sales by defendant...,
and that said acts had greatly damaged and injuréd the.dofendaht in
his'businesé,'but the extent and amount thereof were not then known
Forther than the defendant believed that they amount to many thousands

- of dollars.




&
s |

To be sure, bléiﬁtfffs had a right to sue any and all
users of aefendantfs incubaﬁobs as Iéng.as they acted in good
Faith, but several letters of plaintiff’s counsel written to.de;
fendant’s users were more than notices of an intention to sue.the'

addressee as an inFanger; They contalned demands and were in

[ ——

et i ot et e s e T

// :
the nature of threats; and the bulletln board which plaintiffs /;&5

put up &t the Mlnneapolls exhlb:t:on oF tncubators whereon it

e [ S
e -,

'posted bulletlns consisting of copies of these letters, at which

there was a large attendance of prospective purchasers of in-
cubators, was unfair and inexcusable, and according to the proof ' .
of defendant caused loss to him of prospective purchasers who

were there preseqt; On_proof adduced on that issue defendant, in | |

our judgment, was entitled to some damage from plaintiffs on its . i

counterclaim.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

EA TERN DIVISION

THE UNIVERSITY QOF ILLINOIS FOUNDATION,

:Plaintlff and
Counterclaim Defendant,

i
BLONDER-TONGUE LABORATORIES,. INC.,

Defendant and
Cognterclaimant,

__91_
JFD ELLCTRONICS CORPORATION,

Counterclalm Defendant.

‘. MEMORANDUM -OF LAW IN RE.
CUSTOMER'S STATE OF MIND
IN DECLINING TO PURCHASE

)
)
)
)
)
)
)
)
)
y
)
)
)
)
)
)
)

The cgurtjof Appeals for the SGVenth'Circuit?inf:

R ‘ - _ e
American Cooperative Serum-Association v. Anchor SerumBCo;

153 F.2d 907 {1856), cert. denled 329 u.s8. 721, rehearing

denzed 329 U. S 826, approved the exception to the hearsay |

civil Action

No. 66 C 567

rule, permlttzng a witness to testlfy as to the reasons

a551gned by a customer for refu51ng or cea51ng to do bu51— ﬁ
‘ness for the.purpose of showlng the cushomer 8 state-of_

Cmind or motive and not for the correctness of the facts

%}aésigned by the customer.




Thus,'at page 912:

"Defendants contend that the court erred
in permitting plaintiff's witnesses to testify
as to the reasons given to the plaintiff by :
their druggists why the latter could not sell
plaintiff's serum at 75¢, which resulted in
plaintiff's reduction in price. They urge
that such evidence is hearsay, self-serving
and thus incompetent. This was not error,

Such evidence is an exception to the hearsay
"rule and is well recognized. Lawlor v. Loewe,
235-u,8. 522, 35 s.Ct. 170, 59 L.Ed. 341;
Wigmore on Evidence, 3d Ed., Vol. 6, sec, Co
1729; Greater New York Live Poultry Chamber : . .
of Commerce v. United States; 2 Cir., 47 F.2d .
156; Kimm v. Steketee, 48 Mich. 322, 12 N.W.
177; Hubbard v. Allyn, 200 Mass. 166, 86 N.E.
356; Brannen v, Bouley, 272 Mass. 67, 172
N.E. 104." o . _

In Lawlor V. Loewe, 235 U. S 522, 35 S Ct._170 59

L.Ed. 341, the Supreme Court stated at page. 536

"The reasons given by customers for cea31ng

- to deal with sellers of the Loewe hats, in-
cluding letters from dealers to Loewe & Co.,
were admissible, 3 Wigmore, Ev. § 1729 (2)f
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Hubbard v. Allyn, 86 N.E. 356,360 - 200 Mass. 166

One.RaineauIt, an_employéﬁoF the pjaintiFF, was per-
mitted, against the exception of the defendant, to testify as
to the reasons given by customers for declining to use the plain-
tiff’s goods. These were declarations accompanying the act of’
refusal to trade with plaintiff and explaining its nature. They

were competent within the ruie laid down in Elmer v. Fessenden,
1
151 Mass., 361, 24 N.E. 208., 5 L.R.§:724, Weston v. Barriscoot,

175 Mass. 454, 56 N.E. 619, 49 L.R.A

.1 012, and Péerson v. Boston
\

Elevated R.R. Co., 191 Mass. 223, 77 NiE. 769. The Act, namely,
the refusal to buy goods, was an equivocal one. It might arise
becausegﬁb baker’s goods were needed at the time, or because a rival

had secured the trade,® or because of fear that the plaintiff’s goods

were poisonous or from other considerations. A contemporaneous
- . o e AR T P S

(emphasis added) declaration giving the reason for an'aét wéﬁi there-
fore competent as disclosing its real character. It was not necessary
for the plaintiff to show, as a part of his case, the names of the
customers. This was a proper subject for cross-examination, and it
does not appear that the defendant was deprived of his rights in fhis
respect. One claim of the plaintiff respecting damages was a loss of
Jpatronage. It was competent for the driver of his baker’s wagon to
state that after the publication of the articles the trade fell off,
‘and that his customer, when refusing to trade, gave the publication
: of fhe article in question as the Eeason. ! ?;LL&WMJV”

o~ gl o
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American Cooperative Service Ass'n v .
53 F. 2d 907, 912 @chor Servigay (7" Cirn, 1946 ) Anti-Trust casel
Cert. den. 329 U.8. 72t=Feh. den. 329 U.S. 826

Defendants contend that the.court erred in permitting
witnesses to testify as to the nas'reasons given to the plaiqtiFF
by their druggisfs why the latter could not sell plaintiff's serum
at 75¢, which resulted in plaintiff’s reduction in price. Théy
urge that such evidence is hearsay, self-serving and thus incompetent.
Such evidence is an exception to the hearsay rule and is well recog-
nized; lLawlor v. Loewe, 235 U.S; 522, 35 S. Ct. 170, 59 L. Ed.r34l;
Wigmore on'Evidence, 3rd, ed. VolI. 6, Seﬁ; 1729; Greatér New York
Live Poultry Chamber of Commerce v. United States, 2 C}E., 47 F. 2d 156;
Kim V. Stektee, 48 Mich. 322, 12 N.W, 177} Hubbard v. Allyn,

200 Mass. 166, 86 N.E. 356; Branner v. Bouley, 272 Mass. 67, 172 N.E. 104.

It is further contended that the evidence does not disclose
that the defendant’s price cutting was the gmuM cause of plaintiff's
inabiiity to sell its product, We can conceive of no féct which woq!d
surely cause such inability than a cut in price by one’s competitor.
Here the parties.stipulate that the serums produced by plaintiff and

< ,
Anchor was of like grade and quality. Under these circumstances,

coupled with the facts that the defendants did indirectly cut their

prices, regardless of the Marketing agreement, a ptiﬂgwﬁggigvsasegwas

made and pIéintiFF was not required in the first instance to prove the

W—ﬂm i
by e ey

absence of all other conceivable causes. Under this statute when a




- prima facie case is made, the burden shifts (emphaSES'added)

to the defendant, if any, was otherwise caused. 15 U.S.C.A. %2 13 (5)

( But see well reasoned dissent on matter of admissibility of evidence)

Syracuse Broadcasting Copporation v. Newhouse, 295 F. 2d 269, 276
(2 Cir., 1961)

Although this courtfs opinion (271 F. 2d 910) did not
specifically deal with this point, it did not exclude admission in
evidence of statements concerning incidents where negotiations between

WNDR and potential advertisers were broken off after the advertiser

B

had read ailege@lwaa[§ew§pﬁigfggwgbgpt‘pjaintiff in defendants’

S ]

newspapers. These statements,'thOUQh hearsay, would be admissible to

s

show the state of mind of the advertisers. - See American Cooperative

. & ———
Serum Ass’n v. Anchor Serum Co. , 7 Cir., 1946, [53 F. 2d 907, ““j

Certiorari denied 329 U.S, 721; 67 S.Ct. 57, 916 Ed. 625; Greater Wﬂ@”“@“
New York Live Poultry Chamber of Commerce v. United States, 2 Cir.,
1931, 47 F. 2d 156, certiorari denied 283 U.S. 837, 51 S. Ct. 486,
75 Ed. 1448.
Marcolus Manufacturing Co. v. Watson, [56 F. Supp. 161 (D.C.D.C., 1957)
Aff’d 258 F. 2d 151 %E (C.A.D.C., 1958)

The plaintiff, in an efFort‘to show that the bublic_accepts )
the maroon oval as a distinguishing mark- of its goods, offered in

evidence two surveys made by an expert interviewer. The survey in

each instance was conducted in what is popularly known as a supermarket.

3 * 3
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The Court.admitted this evidence over objection on the
ground that it was admissibie as an exception to the hearSay rule.
One of the exceptions to the hearséy ruie is that utterances of
a third person made in the witnessé; (emphasis édded) presence
méy be. admitted in evidénce as they disclose that person’s state
of mind, but only for tﬁe pufbose of disclosing his state of mind
and not as proof of the -facts thenéin stated. The Court is of the
opinien that this evidence was admﬁSsible under that exception. A
similar conclusion was reached by the Court of Appeals in the Third
Cifcuit in United States v. 88 Cages, more or less, etc. 187 F. 2d 967.
(In affirming, the Court of Appéals_siates af p. 152:)

The District Court.brop;rjy received evidence offered by
appel lant to show the public=had }ﬁ fact come to accept the oval by
itself as a symbol of appellantfs;goods, and we think there was not

error in concluding that the evidence was insufficient.

(Thus, it would appear, the evidehde by way of survey results was
considered to show that certain p?nson attributed trade-mark signiFicancé
to an oval as applied to plaintiff’s goods, but what doeslfhe Court

mean by “not as proof of the facts therein stated”. Certainly

' evidence is not “proof” of a fact; it is "evidence” of a fact, and

" whether evidence is of a weight to amount to proof is the function

of the fact finding body, ﬁere the judge.
| It is difficult to ascertain what the Court means in these

res gestae cases, if, in fact, the Court knows what it means. | use
%ﬂ-ﬁ - .

the foregoing quote from the Holtzoff decision, 156 F. Supp. at p. 164,




as "evidence” that Holtzoff is confused on this point, but it

certainly does not amount to "proof” that he is confused.)

{(Returning again to the American Cooperative case, 153 F. 2d
‘ 14

this time to the dissent, we quote Fromddk 915:)

The only testimony offered by pléintiff as the basis
for its right to recover damages is that of its president, HUFF,
and its Assistaht Sales Manager, Davis. Neither of thése witnesses
had anything to do wifh or any contact with plaintiff’s customers.
The latter, in makiné purchases, dealt directly with the dhﬁg stores
écting as plaintiff’s agents. The testimony of Huff and Dévis upon
which plaintiff relies was offered and admitted solely as basic proof
(emphasis added) that plaintiff was required or compelled to reduce
the selling price of its serum, and as a result sustained the damage
c§mplained of. No other ﬁrooF was added on this phase of the case..._.?
Reduced t6 its naked form, it is that the witnesses (Hﬁff and Davis)
received éomplaints from druggists that they could not sell plaintiFF’s:

serum at 75¢ in competition with the Farm Bureaus who were selling

at 65¢.

¥ % 3

(The éj%fﬁéﬁéw then reviews to Supreme Court decisions 235 U.S. 522,
536 and 248 U.S. 55, 65, and concludes that:)

| Taking these two cases together, it appears that a witness
may testify as to the reasons assigned by a customer for refusing

or ceasing to do business with the plaintiff. It is admissible




IF

however,.oniy for the purpose of showing thg customer’s motive

and not as proof of a basis for recovery. As | understand Wigmore
on Evidence 3d Ed. Vol. 6, Para. 1729 (2), makes a similar declaration.
_(Thus, presﬁmably in the present B:T case, testimony should be ad;
missible of the reasons given by.customers For not buying B;T antenna
as evidence of their state of mind, but, presumably, not as evidence
of acts of plaintiff which brought abéut this state of mind. For
example, if a customer stated that he refused to buy B-T antennas
because then PL would not deal witﬁ him on othér items, this would

be evidence of the customer’s staté of mind or reason for not dealing
with B-T, but no evidenﬁe (or Qgggf as the courts say) that plaintiff
did in fact threaten expressiy or ?mp[iedly, to act in tﬁe al leged

fashion. The Court continuesy)

¥* ¥* * -

It should be kept in mind in the instant case that neither

a druggist for a customer was offered as a witness. If a druggist had

been offered, | think under the rule announced in the authorities relied

upon by the majority he could have testified as to the reasons assigned
by cﬁstomers as to why they ceased or refused to purchase plaintiff’s
‘product. Such teStimony would have been proper for the Iimiﬁed purpose
of showing the motive or state of mind of the customer but not as

proof of a right to recover.




Zippo Manufacturing Company v. Rogers "~ Inc.
216 F. Supp. 670, 682

Qﬁn the matter of admission of survey results in evidence, citing

the American Coop case among others. See also Sunbeam Corporation
~ v. Sunbeam Furniture Corp.r, 134 F. Supp. 614 (N.C.N.D. {1l., E.D.,

[655) where survey results were placed in evidence)

Herman Schwabe, lne, v. United States Machinery Corp. 297 F. 2d

906, 914 (2 Cip;, 1962)

(The lower court refused admission of letters from five manufacturers
and conversation with a sixth as hearsay; the Appeal Court affirmed,
but noted:)

Statements of a customer as to his reasons for not dealing with a
supplier are admissible for this limited purpose...although not “as
evidence of the facts recited as furnishing the motivesg Buckeye

Powder Co. v. E. |, daPont de Nemours Powder Co., 248 U.S. 55, 65,

39 S. Ct. 38, 40,'63 L. Ed. 123 (1918).

DeRonde v. Gaytime Shops 239 F. 2d 735 (2 Cir., 1957)

Objection is Iodged élso to those portions of DeRonde’s
testimony whérein he relates certain conversations he had with
prospective employers, inciudfng those with Levy and Bernstein.
The plaintiff testified that these prospective employers told him
fhat they would not hire him because of what they héd heard Frém

& -
the defendants concerning the iq%ident in question., The defendants

contend that this evidence was hearsay. The testimony was offered




1H

té pféve tge ﬁotive (emphasis added) of thése prospective employers.

| ¥ hearsay, it comes within a well defined exception to the rule.
Lawlor v. Loewe, 1915, 235 U.S. 522, 536, 35 S. Ct. 170, 59 C. Ed. 34|;
Wigmore Evidence PPI729, vol. Vl:(Bd Edition), although some authors

would not even consider this hearsay (emphasis_added)._

‘Richardson, Evidence P 211 (8th Edition, Prince).

LN
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s Mass., 36! 24 NaEL 208., 5L
R Elavated ﬂ;R_ Co., 191 Mass. 223, 77 N £, 769?

‘t hecause;

:-;jhéd-séé"

';(emphaSIs added) declaratlon g‘f

‘a nd that hls cu$t0mer,zwhen veFusnng tc trade,f

LOF ﬁhe article ln questlon a$ ﬁhe reasan.;af

One Ralneault, an employe of the plaentlff was per- f;

H:f5 m|tted, aga!nst the exceptlon oF the defendant to testify as

o ﬁjﬁto the reasons gaven by customers For decllning to use: the pla!nwf’

z“f;tlff'a goods.:_These ware declaratiens accompany|nq the act oF

S _3refusal ta trade wlth plalntlff and expiatning tts nature-, They;f ' .

:‘: fEfware competent Hlthln the rule Iaad down |n Eimeﬂ Vi Fessendenff;:

'RyA'724; ”eston v..Parrlscoot SO

::!;F175 Mass- 454 56 N E 6|9; 49.L R A 612 .and Peerson v.‘Boston 

;The Act, naraly,jf f“

"jf the reFusai to buy goods, was an equlvocai one._ It maght arlse R

oébakeh s goods were needed at the tlme, or- because a rlval

hed the trade g or because oF Fear that the plalntlFF's goods

*ﬂfwere pelscnous or From other consndenatnons.h A contemporaneous_'.:

fng the reason For an act were there-n

:‘51 ;fore competent as dlscloslng 1té.real charaéter. ﬂt wésmnot nécesﬁary‘fji
'7._'For the piatntlFF to show, aé alpért oF hls case, thé naﬁés oF the.j  
”fcustomers;C Thls was a proper subJect For crosa*examinatlﬁn, and ‘t

. _does not appear that the deFendant was deprtved oF hls rrghts in thlsf
> j irespect.: One c!atm oF the plalnt1FF respectlng damages was a 3055 of: ;:
TH §étronagé.7 lt Was competent For the driver of hls hakbﬁ s waéon fé |

 { state that after the pubficatlon oF tha artacles the trade Fall off

-geve the pubilcatton iﬂ :




-'bey thenrfdrugglsts why the !atter cou!d not seil platntiff‘s serum

‘ f:ﬁat 75¢, whlch resulted in; plalntuff‘s reductuon ln prnce.,,Théy' :  :s

'?i4 :urge that such evtdence Is hearsay, self~servtng and thus !ncampetenﬁ. ; ;
| ﬂ  ;ouch evndence 18 an exceptlon to the hearsay rule and ls Well recog~ ?';lﬁ
f’f;j;n;zed, L_w:or v Laewe, 235 u S, 522 35 s, Ct. I70 59 L Ed..34i

?]W:gmore=0n Ev;dence,i3nd.'ed.,Vci. 5 Sec- !729r Greateh New Yﬁrk Sy ;if;i

77k|n V..utektee

1':if?made ‘and; pialntaff was not requlred in.the F{nst lnstance to prove the‘; f

“iﬁfabsence £ a}[ other concelvable causes.

 “Chamber oF Commerce v.;Unlted atates;;;;_;ﬂ o

48 M;ch 322 12 N w._l77;?

__nder'thtsfstatute when a e




co LN, : . )5
4 ¢wn~¢fwﬁ%H-mQM L

”¥: fprlma Facie case is made, the burden shlfts (enphasis added)

- gﬁta the deFendant lf aﬂy, was 0therWtse caﬁsed._ 15 H S C A iﬂ 33 (5)=L”

'7~( Eut sea wall reasoned dlssent on matter of adm335|b||aty oF evudenca)_

“.  'Sypacuse Broadcastlng Copporaﬁaon v. Newhouse, 295 F. 2d 269 2?6 '

A!though thns court s oplnaon (275 F Zd 950) dsd not

m"ii~speccf:cally deal wtth this ﬁclnt 't d'd “°t QKC‘“de admlaslon '" N
““5iav;dence of statements cencern:ng ;ncldents where negatlatlons betwéen .
: "*3 : wNDP and Dotentia! advartlsers were broken oFF after'_:e advertnserzﬁf;b'
.“ H:'had peéd:é%legedly fa!se aptucles about planntlff :n defendants -

"f: nawspapers. These statements, though heansay, would be admlsscble to- ”

-1 ahow the.state$of msnd oF the adverﬁisers. ﬂSee Amerlcan Cooperatlva:ﬁ i'

s AP et -

h"L_Serum Ass’ nove ﬁnchor Serun Co,g, 7 Cer., [946 I53 F. 2d 907, _*- |
lg J CePt10rar§ denied 329 U S, 72! .67 S Ct. 57, 9!6 Ed. 625, Greateﬁ
 :f;i New ank Live Pouitry Chamber @F Commerce Vi Unlted States,.z Ctr.;  
'Ef;l93l 4? F. 2d ¥56 certlovarl denied 283 B S. 837 51 S Ct 486
ffﬂ75 Ed._l448

(c AuDiCr, 1958)

?1{;¥Marcolus Manufacturnn Po. Vi Hatson, i56 F- Supp-_léf (ﬁ C D c*a '957) u‘
AFf’d 258 F. Zd 151 %@ "*--~_ R e T

The pialntsff |n ah eFFort to show that th@ pubilc accepﬁs ;fﬁ

.ﬂ ithe naroon ova! as a distiHQUiShlﬂg mark °f 'ts 9°°dsa ”FFEPEd '“:
'fevudence two surveyﬁ made by an expert lnterviewar._ The survey tn-{f‘;;‘

' h faach 1nstance was conducted tn what ts popu!arly knawn as a supepnarket.‘.




kS ﬁhe Fanego;ng quote From the ﬁoitzaﬁf decisson, !56 F Suppg at p. !64,

- opsnsen that t%ia ev;danee was admass:bia un&er ﬁhat axcepﬁnan. _A _

=.gnaund that it WGS admi&slble as an exception to the hearsay Pule.

I i

_ may be admttted ln evsdanc@ as they dnsc!ese that persqn s state

_: and net as pronf a? the Facts thereln ﬁtated._ﬁThe Court as oF the

B appellant to shmw tne publac had in. Facﬁ ‘come to accept the ovai by

' t& an ovai as appitad ﬁ@ pﬁatntlff' gaods, hut what doas the Court L

.'mean 5y "ot as pvoof cF tha Facts tharaan stat@d" - Certaln!y _

res | gestae caaea; iF in Fact the Caurt knows what it means. - [ use

a thsrd p@rsnn made ln the W|tnesses (amphasls added) presence |

C:rcuit in. Unlted States Ve 88 Cases, more o ieas, ata. 187 F 2d 967.

.cf“thé'Faéfcéiﬁdiﬁg bady, wé?e”the'jddge;‘“

1D
The Caurt admitted thls ev;denca over obgection on the

One oﬁ t%a exc&ptiaﬂs to the haarsay rule is that uttevancas oF

W

oF msnd but on!y Fuv the purpoae af dlﬁciﬂﬂlng h:s state oF mind//

e

e e

simiiar ccna§usaﬂn Waa reechad by the Cour% of Appea!s ;n the Tn;rd :'

(In aFFtrming, tha Gouvt oF ﬁppeaiﬁ sﬁates at P l52=)

Tha ﬁ:atﬂtﬁt Ceurt praperiy necezved QVIdQnCG OFFared by

itseiF as @ aymboi af appellant'a good&, aﬁd We think thare was not
evwor ln aﬂnc!udtng that the ev:dence was lnsufflcsent.ﬁ.
(Thu&, lt wﬂuid appear, the evsdance by Way oF survey resuits was ek

conaidered t¢ show that cartaln persen attrtbuted trade*mark siganlcancu

evidehca is nat__pvoof" QF_a_Fact; it is evtdence of a Fact, and

whethen évi&éncé‘ié'a?rafwaight'tdiaééﬁnt to ppoQF-ls the Funstlon_fu

1t iis leFacult to aa&ehtain what tha Caurt means in these 




iief showing the mutive er tate of“mlnd 0 thé custamev'but ot as

proaf oF a right te recoverg




,QM ,;2ippo Hanufactur:ng Conpany v. Rogeﬁs
:;216 F Supp. 670 682 - .

fEVe manufacturer_Lf

ﬁal_Court aFFtrmed

S fﬁevidence oF the facts reclted as  urntshfngf£hé:m t]v

248 U, s.'ss, 65’

'- fPowdar Co;zv. En l. dupont de Nemeuvquowéen Co i

"73439 s. Ctj 3 540 63 L. Ed- i23 (1918)

izd 735 (ﬁfc;r., 1957)\.w

"*ffjﬁbeRonde,v, Gaytime Shops 239 F,

ObJection is Iadged alsa to those portions offﬁa%onde sligﬁf{

'”f*ﬁ-}iprospectsva emplayers, |nciud:ﬁg thosa w;th Levy and Bernsta!n-fijffifﬂ

”'* ffTha plalntlff t»stlfied that these prospectIVP empleyers told him  ﬁ¥;i

The test ime

'f‘contend that thns evidence was hearsay. | nﬂ'was offere”*




\_;;i- S i“x.fgg’"l@ﬁ”;_ w‘&}'«» T, P tﬁgﬁ

t° PPOVG fhe:mo rve (emphasis added) of these proapectave emp!ayer&.*i¥i

E JT&‘F hearsay;:itu“omas with:n a well deflned exception t“ the ”"'e“

' *f;ﬁ Lawlnr v. Lﬂei

-‘?_;9:5, 235 u; s, 522 536 355, Ch. 170 59 c. Ed. 341:}_‘5'

'::ljiﬁvchandson, Ev:dence P 2!3 (Sth Edltnon, Prlnce)
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January 3, 1968
Mr. Rines:
Mr. Shaw called and gave me.the following citations:

7th Circuit case - American Cooperative Service Agssociation v.

Anchor Service, 153 F.2d 907;-Cert. den. 329 yus 721;
reheafing den. 329 US 826. |
This is.an antitrust case - there is a dissenting
opinion at page 915: |
"Noted that the only testlmony offered by
plalntlff as the basis for 1ts rlght to
recover damages is that of 1ts Pre51dent
Huff, and its a551stant sales manager, DaV1s
Nelther of these witnesses has anythané to do
w1th or any contact w1th plalntlff s customers.
The latter in maklng purchases dealt dlrectly

with the drug stores actlng as plalntlffs

agents.

Emich Motor Corp. v. General Motors-Corp : 1815?2dV7055§
Reversed on other grounds Eﬁﬂﬁ 340 US 558, page 82.
"We agree with pXaxmrk defendants that the
complete letters received by them should-
have been admitted, not for thelr testlaonlal

use, kEk to prove the facts contalned thereln,

but to show the information on Wthh they




acted. This is a well established exception
to the hearsay rule VI Wigmore on Evidence,
3rd Ed. Sec. 1189, 1729." See also 1766.

Cases cited.

There are a couple of Massachusetts cases cited in the
American Cooperative case, namely:

Hubbard v. Allyn, 86 NE 356, and Branner v. Bouley, 172 NE 104.

In both of these cases, the salesmen were allowed to give
testimony as to reasons given by the customers for declining

to deal with the plaintiff.

These two cases were discussed earlier with you - one relates
to a condition where a store on Washington Street has a

juke box or a sgimilar instrument and the noise from the
instrument was so great that customers refused to deal with
adjacent storés.and at the trial the salesmen were allowed

to giﬁe reasons given by the customers for not dealing. The
other case relates to a situation where a newspaper publication
in a report or an article implied certain conditions relating
to the plaintiff's goods or wares and reasons given by customers
for réfusing thereafter to deal with the plaintiff were

allowed in evidence.




Admission of eviderice - 216 F.Sup. 670
297 F.2d 906, 914

239 F.2d 735 -

On the matter of shop book recorgds,-see 28 USCA 1732.

Found no 7th Circuit cases dﬁ this particular-éubjebt, but

see 356 F.2d 297 at 307, 9th Cir. case, Phillips v. U.S.

Bisno v. U.S., 299 8x F.2d 711, Cert. den. 370 US 952;

:rehéarihg.den.'37l Us 850‘(g00d case)

9th Circuit case - Standard C0il Coﬁpany of California v.

Moore, 281 F.2d 137, 148; 251 F.2d 188} 216-217;
'356 US 975. The court notes‘that‘tﬁe piaintiff
failed to lay an adequate foundation. for the
L | . noting
admission of the business records,mskkirg further
that in a new trial a proper foundaﬁioh may be

supplied.




Mr. Shaw will be at home this evening if you need him.

His home humber is_[Area'Code 617] MIssion 3%5286.

Taabelle
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MARCALUS MANUFAUTURING CO. v. WATSON 161
Cite as 166 F.8Supp. 161

B!
\IARGALUS MANUFACTUR]NG CO., 2
‘ Inc., Plaintiff,

Ve

" Robert C. WATSON, Commissioner .of s

Patents, Defendant. :
Civ. A. No. 5513-66. "~ "~

United States District Court
District of Co]umbia.._ -

Nov. 1, 1957.

Action for review of Commissioner’s
denial of application for registration of
maroon oval as a trade-mark. The Dis-
trict Court, Holtzoff; J., held that evi-

dJence sustained finding that maroon oval’

had not been accepted by public as 'a ‘dis-
tinguishing feature. of . plaintifi’s paper

products but had merely served as a back-
- ground for actual mark, consisting of

word “Marcal”, which had been previous.
Iy registered as trade-mark.

Judgment, for defendant.

fair Competition ¢=1
A trade-mark is an arbitrary sign,

" word, or design, or any of them in com-

bination, used by manufacturer or deal-

- ¢r in particular product to differentiate

his goods from other similar articles, and
which has been accepted by public as a
distinguishing mark for that purpose:

2. Trade-Marks and Trade-Names and Un-

fair Competition €=43.1
A geometrical figure of a partlcular
color may be registered as a trade-mark,
provided it is in fact the distinguishing
mark of the applicant and is associated
in the minds of the public with the ap-
plicant’s goods,

3 Ev1dence e=317(15)

One of exceptions to hearsay rule 15' :

that utterances of a third person made in
witness’ presence may be admitted in evi-

‘dence if they disclosed third person’s

state of mind, but only for purpose of

disclosing his state of mind and not as

prouf of facts therein’ stated b
IEGFSupp-ll. e

4, Trade-Marks and Trade-Names and Un-
fair Competltmn =44.12

In action for review of Commission-

er's denial of application for registration

"of marocn oval as a- trade-mark evidence

a8 to results of interviews of supermar-
ket customers, who were asked whether

they could identify goods marketed in -

package containing maroon oval without

" any legend was admissible,

5. - Trade-Marks and Trade-Names and Un-
fair Competition 44,12

In proceedings on application for .
registration of maroon oval as a trade- -
mark, evidence sustained finding that -

‘margon oval had not been accepted by

public as a distingunishing feature of -

plaintiff’s paper products, but merely

served as a background for aetual mark,

congisting of -word “Marcal”- which had

been previously registered as trade-mark.

—rrare——

J. Preston Swecker, William L. Ma-

- this, Washington, D. ., and Robert F.
- Beck, Patterson, N. J., on behalf of plain- -
- 1. Trade-Marks and Trade-Names n.nd Un '

tiff.

C. W. Moore, Solicitor, U. 8. Patent

Office, Washington, D. C., for defendant.

HOLTZOFPF, District Judge.
This is an action against the Commis-

sioher of Patents to review his denial of -

an application made by the plaintiff for
the registration of a trademark. The
{rademark in question consists of an oval
of a maroon color. Nothing is written or
printed on the trademark, and no other

figure or matter is superimposed om it. -

The question is whether a maroon oval
and nothing else, may be registered as a
trademark in behalf of the plaintiff.

Plaintiff is the manufacturer and dis- -
tributor of various paper products such -

as.paper napkins, paper handkerchiefs,
and other similar commodities. Most of
these arficles are seold under the trade
name “Marcal”; a few under the trade

name “Kitchen Charm”, and at least one
-under the name “Marcal Freezer Paper”.

Each of the packages in which the goods

.are sold to the publip' bears on its face




- giderations.

164 ~ "'156 TEDERAL SUPPLEMENT

was made in a large store in mid-~
. Manhattan, New York; the other in a

gimilar store in a city in Connecticut.
The interviewer in each instance stopped

of the plaée‘wﬁere the person was stangd-
ing. It became almost a guessing con-

. test. The situation would be entirely

numerous customers in the store and
showed them a package containing the

maroon oval without the word “Marcal”
or any other legend printed on it. The

interviewer' then asked that person
whether he or she could identify the

goods which: were marketed in the pack-

age. Some of them said they did not

. the immediate vicinity so that they could -
* be seen,

different if such a survey were taken

in a place in which the goods were not’

located and where the goods were not in

Consequently the Court is un-

- willing to predicate any finding of fact

: on the basis of this survey, but regards

~this evidence as insufficient to overcome

know, while a great many others iden- :

[3,4] The Court admitted this evi-

- dence over objection on the ground that

- tified the package as being one in which
- Marecal products were dispensed.

the findings of fact made by the Patent
Office.

In the light of the foregomg discussion

“the Court finds no basis for overruling

“the Patent Office and reaching a differ.-
-ent conclusion than it did in what is in .

it was admissible as an exception to the .

hearsay rule.

ence may be admitted in evidence if

they disclose that person’s state of mind,
but only for the purpose of disclosing -

One of the exceptions to
' the hearsay rule is that utterances of a
- third person made in the witness’ pres-

the ultimate analysis, a question of fact.

Accordingly, the ' Court will grant
judgment for the defendant, dlsmlssmg

- the complaint on the merits.

his state of mind and not as proof of the

facts therein stated. The Couri{ is of
the opinion that this evidence was ad«

missible under that exeception. - A similar .
conclusion wag reached by the Court of oo
Appeals in the Third Circuit in Umted
Btates v. 88 Cases, More or Less, etc, ,-

187 F.2d 967.

A different question would be pre-

sented if the survey were a poll of pub-

lie opinion and its purpose were to ascer- .

tain what members of the public thought
about a particular subject.

fore the Court’s ruling in admitting the

testimony was limited to the specifie
‘type of survey liere involved, .

[51 When we come, however, fo
weigh the probative value of this sur-

vey we are confronted with other con-.
Both surveys were made in’

stores in which ‘the plaintiff’'s goods were

- marketed. At the time the question was
“asked, the person to whom the inguiry
was addressed could either see the plain-

tiff’s goods or had previcusly seen them,

because they were located either in that.
person’s line of vision or in the vicinity

Such evi-
- dence would hardly come within this ex-
ception to the hearsay rule, and there-

Counael may submit proposed ﬁndmgs

. of fact and conclusmns of law.

50 = )
P {o & xer nussen systeM
~T

In'the Matter of FLEXIBLE CONVEYOR
CO., Inc., an Ohio Corpomtion, .
Bankrupt. . o
No. 23366. .

United States District Court
: N. D. Ohio, W. D,
Qct. 28, 1957._

Proceeding on ﬁetition of creditor

- for review of referee’s order appointing

trustee in bankruptey. The District
Court, Kloeb, J., held that although pro-

- ceedings, in which trustee had been ap-

pointed, had not been conducted properly
in that claims of ereditors had been im-
properly excluded in election of trustee
in bankrupicy, in view .of fact that it
appeared ten months afier appointment
of trustee that there had been no sub-

" to set asidq

- of bar of Ul

~ Act, § 45(1

. be witnessq

. election of

- sufficient ti

stantial inig
that it wol

throw mat
court woulg
of referee’d

Petitio

1. Bankrup

: A meq
 District chll
-evidence to

sumed to b
of trustee
45(1), 11

2. Bankrupi
Attorn
an office in

the Northe
Division, w|:
denice for o

|
of business

3. Bankrupl
Altho
attorney pr
signature,
powers of

gented by [
torney majy

eral Order
C.A, followi

4. Bankrup!
Credit¢
have been
credit men,
for purpos
bankruptcy
C.A. § 92.
5. Bankrupi
Creditlt
for voting
first mee‘ciI
name anq
amount of
shown in

objections,
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. [14] The motion for a preliminary judg-
* . ment is'granted on the condition that plain-

tiff give a bond to defendant in an amount

" sufficient to indemnify defendant for any.
" loss which may he sustained by it in the

ev'eﬁt of the final determination of the

_suit in its favor. The amount of such bond
: shall be fixed by the court after consulta-
" tion.with the respective attorneys, -

P e ‘ :
‘ © § COTNUMBER STSTE) -
N T ’ f

Cen

s Jounson & SON, Inc, v, aounson

No. 2024..

dealers to create confusion in the-mind of
the public,

5. Trade-marks and trade-names and unfalr -

competitlon E&=73(1)
In suit for trade.mark infringement,

“alleged widespread use by third parties of
the name wused by plaintifi in its trade-
~  mark would not conpstitute valid defense '
. if plaintif was wronged by defendant’s

use of the name, even if the others using

the name were using it on products which

were identical with those of plaintiff, 15

US.CA. § 9,

.6 Trade-marks ang trade-names and unfair

competiilon ¢=61

The trade-mark of manufacturer of
.cleaner for use on floors and like surfaces

was infringed by use of label canta.mmg
name used by manufacturer in its trade
mark, for deéfendant’s product which was

-advertised for use as a general househnld

Distnct Court, W D, New York.
Aung. 1, 1939,

C Trade—marks and {rade-names and unfalr
competition €=6i :
Product, advertised for use as general

: household-‘c]eaner suitable. for use on fab-
" rics. and upholstery, constituted “merchan-
dise of substantially the same descriptive -
.. properties” as product of manufacturer of

cleaner for use on floors and like surfaces,
- as respects whether infringement of man-

_» .ufacturer's trade-mark could be enjomed .

ISUSCA §96

2. Trade-marks and trada-names a.ml unfalr
competition &6 )

.Owner. of reg"istered trade-.mark had -

rlght to extend the trade-mark'to related

- products which were not under the regis- -
o~ tered trade-mark but were natural out- -

; growth of the trade-marked products

3. Trade-marks and trade-names and unfalr

compotitlon &m6l
" A trade-mark protects the owner there-
of against not only its dse to the articles
: to which he has applied it, but to such oth-

er articles which might naturaily be sup-.

posed to come from him.

4 Trade-marks ‘and trade-names and unfalr
competition &=10, 73(1) . " -

+Although, generally, a surname can-"
" not- be appropriated for exclusive use as

‘a trade-name, its use by a newcomer to a

" field of trade may be restramed where "

it -is -caleulated to deceive, or: where its

“natural tendency will be to ‘mislead. the

pubhc, or- where the way 13 opened for

cleaner. 15 U.S.C.A. § 96,

B 8 Gourts =292 o
In suit for trad&mark :nfrmgement

and unfair cothpetition, wherein no trade-
matk infringement is found, the court will

retain  jurisdiction t0 determine question
-of unfair competition. 15 U.5.C.A. § %.

8. Trade- m-arks and trade-names and unfair
competition ¢=67;

The law of trade-marks is a part of .

‘the broader law of unfair competition, the
general purpose of which is to prevent one

person from passing off his goods or his

business as the goods or business of an-
other.

‘9, Trade-marks and trade-names and unfalr
competition &=73(1)

. Use by producer of general household

cleaner suitable for use on fabrics and

- upholstery, of trade-mark natne of manu- B
facturer of floor cleaner in such a manner-
upon the labe] used by the producer as was

likely under ordinary and usual circum-
stances to lead purchasers to believe that
the producer’s product was that of the

“manufacturer, constituted “unfair compe-

tition” which would be restrained.
[£d. Note—For other definitions of
“Unfair Competition,” gee Words &
- Phrases.] ’

10, Trade-marks and trade-names and unfalr
competition ¢=70(4)

use of trade-mark name constituting part
of plaintiff’s registered trade-mark con-
stituted “unfair competition,” the labels

used

defen

| . witl‘ﬂ
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jot within the no- .
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taised at the trial,
1Se it now. Iow-
)b]ectmn is imma-.

int had ample op- "
to the matter of .
vas given and be- '
| ‘This testimony- -
aterxal. Howcver:.

garded other evi-
,tam the plamtiffs

' relatmg to ‘trans-

that he ‘manu-

in. such :showing. =
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wob;ected to’ test1-'
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2 Rallrnads &=57

STATH OF GEORGIA v. UNITED STATES 749

28 ¥.Bupp. 749

actions subsequent to the commencement. cessity and permm:mg carriers to abandon-' s
a line upon obtaining such a certiﬁcate. e

of the action and prior to July 1, 1937,
A stipulation was entered into between
the parties which provided that no proof
- of facts’oceurring subsequent to July -1
1937, would be offered in evidence. Plain-

" tiff ciaims that this means that facts to
that date could be proved, Defendant as-

serts. that by the stipulation he waived
no right to object on-any ground. The
stipulation scems meaningless unless the

~ plaintiff is right. At various times during -

the taking of depositions the attorney for
the defendant definitely recognized the
right of pIamtJﬂ' to take testimony relating
to transactions down to July 1, 1937, and
did not: raise the objection now urged.

chasers.. It is objected that such inquiries,

nit would be difficult to show. -confusion..

__i\‘are hearsay. Without this type of proof
1

the state of - mmd of the prospectwe pur—
chaser,: . .1 :

2 This opmxon may be taken as satxsfy-»
_ 'ing the requirements of. Equity Rule 7014,
28 US.CAL following sectiony 723, . Fur-
- ther. Fittdings. of Fact and Conclitsions ‘of
-Law may-be subm1tted if desued.

- (o % vy wuMBER SYSTEM) .

- Gen. (Thurman Arnold, Asst. Atty. Gen,, .

STATE OF GEOHG!A et aL v. UNITED
. STATES at al.
No. 44._ ;

Dlstrict Court, B. D. Virginia..
© Aug. 8, 1980, o
1. _Commarce @-—-185(3)

A primary aim’of policy of msurmg
‘adequate. tramsportation service under
transportation act of 1920 is to secure the
avoidance of . waste 49 US CA. § 1(18-

‘Obligations 1mﬁosed by state laws do-

. not limit power of Interstate Commerce

-Commission under. provisions -of transpor..
“tation act of. 1920 requiring interstate car- .

~'riets. ‘désiring . to: extend Hne - o procure:

’_certlﬁcate of: pubhc ‘conveniénce and ne-.

There is considerable testimony which has’
been offered by the plaintiff purporting to.
b Is;‘ncm\r mqumes made by prospectwe pur-:

11t seems to me it is competent as showmg o

49 US,.CA. § 1(18-20).

3 Hallrnads E57 - )
The Interstate Commerce Commission

was -authorized to permit interstate rail- -
road to abandon a pottion only of a line
of railroad chartered by State of Georgia, -
upon a showing. that portion sought to he’

abandoned constituted a burden upon in-

C 200,
4, Rallroads €57

An interstate railroad  which sought:_.
Commerce

permission - from Interstate
Commission to abandon a portion of a line

of railroad chartered by State of Georgia-
was not required to show that operation of -

line as a whole burdened interstate com-

merce, but only that operation of portion - e
sought to be abandoned burdened inter- . .. . ..
state commerce. 49 U.S.CA, § 1(18-20). '

’ D — a———

Suit by the State of Georgla and oth- - °

ers against the United States of America '
and. others to enjoin the enforcement of "
an order of the Interstate Commerce Com- |

mission permitting the abandonment by the 7 -
- Southern Railway Company of 40.1 miles -
- of one of its lines in the State of Georgia. = ..
~Injunction denied, and complaint dis-;

;- missed. L
" - Marshall L. Allison and B. D. Murphy, :
¢ Asst. Attys. Gen,, for State of Georgia. -~

Eimer B. Collins, Sp. Asst. to Atty.

and Sterling- Hutcheson, U, 5, Atty,, of
Richmond Va., of counsel), for the Umt-
- ed-States. -

Thomas M. Ross, of Washington, D C
(Damel W. Knowlton, of Washington, D..

C., of counsel), for’ Interstate ‘Commerce

. 'Commission, *

" Sidney -S. Alderman, of Washmgton,
D. C., and Rembert Marshali, of Atlanta,

G, (Thomas B. Gay, of Richmond, Va., =

of counsel), for. Southern Railway Com-.

pany.

Before PARKER, Circuit Judge, and’

o POLLARD and DOBIE, District Judges.”

PARKER Cn‘cmt Judge
".'This is a suit to enjoin the" enforcement

of an-order of the Interstate Commerce -

Commission permitting - the abandonment
by'_ the ‘Southern Railway Company of 40.1

terstate commerce. 49 U.S.C.A. § 1(18-
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have nowhere been Buperseded by
- statutes.” :

" Based upon that quotat:on and upon '

T ',all of the papers before the court’ on the
= ,motmns for summary judgment by both
partxes, the court grants summary Judg-

‘ment against the plaintiff and for the de—

: -_-.fendant herein, -
So ordered

W
“o (o SworuumeERSYSTEIM) -
. T -~ -

: AMIERICAN LUGGAGE WORKS, mc., .
' et al :

V.

UNITED STATES TRUNK CO,, Inc.,
: et al.

Civ. A. No. 57—159. :

. Umted States District Court :
.+ D, Massachusetts.. o

- Dec. 6,:1957.

”Action for unfair cbinpetition based

on plaintiff’s claim that its design for -

" luggage had acquired a secondary mean-

ing. Defendant moved for judgment at

close of plaintiff’s evidence. The District

Court, Wyzanski, J.,, held that survey

which ‘wags limited to retail luggage deal-
, ers was inadmissible to show that piain-
tiff’s ~design had acquired a secondary
. ‘meaning in market of ultimate consum-
er_s-' ) .
" Judgment for defendant, -

: L Trade-Marks and Trade Names and Un-

- fair Competition €71
: The fact that a dealer associates’ a
i partmular design with a particular
gource does not tend to. show that the
- same assomatxon is made by an ordinary
" gonsumer unfamlhar w1th the mtrlcacnes
cof the trade.

m l6(F .[f/ﬁ‘f)

%L\"ﬂ‘k{é?

. 6 Trade Marks and Trade-Names a.nd Un-

2, Trade-Marks and Trade-Names and Un. s

" fair Competition €=93(2)

Tn action for unfair competition [

- based on plaintiff’s claim that its design |.°
for suitcases had acquired a-secondary b
meaning, results of survey which was |~
limited to retailers was inadmissible to
.. show that plaintiff’s design had acquired |:
a gecondary meaning in market of ulti- &°

mate consimers.

3. Trade-Marks and Trade-Names and Un:

falr Competition €=93(2)

In action for unfair competition 3

based on plaintiff’s claim that its design

for suitcases had acquired a secondary |-
" meaning, results of survey made in re- {7_ -
tail luggage dealer field was inadmissible | -
. on issue of confusion of retail dealers !v =
where photographs of luggage shown to &
interviewees were not true representa- |
tions of bags and survey included retail ¢
dealers who were not shown to be poten- .
tial customers and excluded dealers who |
sold luggage at retail in department |

stores and chains.

4, Trade-Marks and Trade-Names and Un- |

fair Competition €71

In determining whether a design has | -
acquired a secondary meaning, the issue |-
is not whether goods would he confused | -
by a casual chserver, but whether goods i
would be confused by a prospective pur- &
chaser at time he considered making pur- |

chase.
B. Evidence €2317(2)

Investigators, who interviewed deal- | -
ers in retail luggage field as part of sur- [
vey offered to show that plaintiff’s design |-
for ‘suitcases had acquired a secondary }-
meaning among retail dealers, would be |

- allowed to testify where court was per-
suaded that risks of hearsay evidence had 7
-beéen minimized, that answers given by ;i -
retail dealers were likely to be reliable |
indicia of their states of mind, that ab- I
sence of cross-examination was not prej- |-
-udicial, and that other ways of getting [
~evidence on the same point were’ elther =

1mpract1ca1 or burdensome.

fafr Competition €=93(2)

In action for unfair competltlon E;j"
. based on’ plamt:ﬂ‘ s c]a:m that xts desugn 2

?,G\/th/ f}
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o " true rep1esentat10ns of the bags.

~the purchase.

.‘m:...,,;‘_., .

AMERICAN LUGGAGE WORKS v. UNITED STATES TRUNK cOo,.
Cite as 158 F.Supp. 50

Two
of them entirely failed and one of them

. p'lrtlally failed to show the manufactur-

er's name tags which are prominent in
soveral places on the bags themselves.

These distortions are fatal {o the proffer -

of the evidence on the issue of confusion
of retail dealers.

recognize a labeled bag.

© (4] Furthermore, another and most

‘significant- reason why the evidence of

the poll is inadmissible on the issue of
confusion is that under the substantive

law the issue is not. whether the goods -

would be confused by a casual observer,
(trained or untrained, professional or

‘lay,) but the issue is whether the goods

would be confused by a prospective pur-
chaser at the time he considered ‘making

would be had he his wallet in his hand.

. ": Many men do not take the same trouble
. " {0 avoid confusion when they are re-
* * sponding te sociological 1nvest1gators as"
" when they spend the:r cash

[5,6] There remains the questioh of

-the admissibility and value of the results
. of the poil when offered to show that the
- design of plaintifi’s bag has a secondary .
The: in-

-meaning among retail dealers.
vestigators who conducted the poll ‘are
available to testify that a number of per-

.- sons when shown plaintiff’s bag .did
- identify it as coming from plaintiff. “But
.-defendant has argued that the testimony
‘that they are prepared to give, and the
tabulations . derived therefrom, are ex-

.-cludable under the healsay rule, .

_mony .of ‘the mvestlgators ag to. what

i - the truth of what the interviewees said -
‘but to show their state of mind. Some -
~-authorities . have, therefore, concluded

‘that the testimony is not hearsay. Unit-
-ed States v, 88° Cases, More or Less, 3

o -Gn- 187 F.2d 967; GWIgmore Evuience_f

For the fact that a re-
~ {ajl dealer does not recognize an unlabel- .
~ ed bag is no.indication that he would not

_ If the interviewee.is not.
"in a buying mood but is just in a friendiy
- mood answering a pollster, his degree of -
- attention is quite different from what it

53

(3rd ed.) § 1776; Note 66 Harv.L.Rey.

498, 501, 503, note 34. Others, however, .
have noted that the proffered evidence: [ |

has some of the dangers of hearsay.. See |-
Note 66 Harv.L.Rev, 498, 501-502; Mor- -

gan, Hearsay Dangers ‘and the Appli- |

cation of the Hearsay Concept, 62 Harv.
L.Rev., 177, 185, 202-203, 206; Me-

Cormick, The Borderland of .Hearsay,_'_._' '

39 Yale L.J. 489, 491. So long as the
interviewees are not cross-examined,

- there is no testing of their sincerity, nar-

rative ability, perception, and memory. |:
There is no showing whether they were |
influenced by leading questions, the en-
vironment in. which questions were -
asked, or the personality of the investi-
gator. But where a court is persuaded
that in a particular case all these risks-
have been miinimized, that the answers

given by the interviewees are, on the

whole, likely 1o be reliable indicia. of
their states of mind, that the absence

_of cross-examination is not prejudicial, .-

and that other ways of getting evidence :
on the same point’ are either imprac-.
tical or - burdensome,
should be admitted. See Note 66 Harv,

‘L.Rev. 498, 503. In this case these con-

ditions have been met. . Accordingly, the

‘hearsay cbjection is overruled and the :

testimony of the results of the poll is ad-

" mitted to show whether retail dealers
recognized plaintif as the source of -

plaintiﬁ"s design for suitcases,

The testimony is not only admissible
but is to some degree persuasive on the

“issue that the plaintifi’s design has ac-
‘quired among dealers a secondary mean-

ing. Of course, it is not excepiionally

;persuasive because there is no evidence
-as to what fraction of the dealer market-
.does -make that identification,
“‘persons were asked about plaintiff’s bag

It is, of course, clear that the téstl- -~ and those 29 not only were a small sample

Only 29

but were selected from a universe design-

interviewees' said is offered to show not - ed by experts inadequately informed of
::the problem and hence arbitrarily mak-

‘ing exclusions. and inclusiona..

'This  then " is ‘the situation: = there
is some ‘evidence that retail dealers do-
‘assocmte plaintifi’s design for' a suit-
case with plaintiff, but the only evidence

the testimony . .




104 .4 106 FEDERAL SUPPLEMENT

. defendant’s reply affidavit that there was -1 Tt i8 quite apparent that defendant had
no attempt to impede or delay the examina- in its possession the onily complete source
tion by the Director of ihe invoices sought, of knowledge of the contents of -its sales
it is beyond dispute that no examination has invoices, The invoices were not required to
been permitted by defendant. The' effec- be filed in any specified place, or with any
tiveness of the refusal of permission to'eéx~ Federal or other responsible agency, or out
. amine the records by peaceable means is as of the custody or possession of defendant.
.'complete as an unsuccessful combat, when The records sought were entirely in the pos-
-+ session of defendant ‘pursuant to the Act,
e . e S 221 U 11, 24y S P e
380, 31 S.Ct. 538, 544, 55 L.Ed. 77L,-MT, oith the Defense Production Act of 1950.
Jgstx:ce H;_Jghgs wrote .as_fpllpws: © .o, Defendant then'is but-the custodiaii of the:
-+ “But the physical . custody of incrimi 't ‘records sought, 7 O L

examination has not-been had,

_nating documents does mot of itself ¢ The order for detendant Bleichfeld Bag
#1 protect the custodian against their com- & Burlap Co., Inc. to prodice its sales in-

- Tiipulsory production. The question still . :‘}bicé'sléd"&gfing-.fhé_5Ijeriod ‘from December

“i'remdins with respect to’ the nature’of | 19
9 the documents ~and ‘.the "C'apa.city n’l:’ bz
“which they “are held.” ® “*°'* The ©
"t principle applies not only to public-doe- "
%t yimenits in public offices, but 4lso to rec="
 wiotds required by law to beKept'in order™®
- i that there may be’ Suitable information’
. of transactions which ‘are the “appro-'
) {;_.'j.priéte.-:-subjects-‘"0f_ gov_rcrnmentaL regu- '
2rJation, and the enforcement: of restric=-3-
' tions validly, established: There .the.
‘."!h.privilegem;wh'ich exists . as to., private.i;. :
Cgipa ¢rs cannot: be: maintained.”! Man e bkt e Coutt o
' .r;.-.r})llsst-ratiqn_s in decisions are cited. . An?ir;.u c: 1. United States Distriet; Court; .., - -
. pinseer Bowle‘suv.--_Stitzinger-, D.'G-:'Sg::F.::; SRR ':*f)‘;:‘;:-,ll)" Arl;ona- T
Supp. 4. IR L TR IL L R L ‘“:‘:A'pr'n LR

.+ Nor is there a d_-lspu.tg.th'a.t _dem?.nd W28 frederal Finance Corp. and others for In-
-properly m'ade‘.'f‘or permission 1o 'eXamine . purooment of a trade symbol and for unfair
 the defendant’s “sales invoices from'De Gompetition. The District Court, McColloch,
.cémber-'19,"-l950 1o’ _'d_'z_tte.-”--‘ '»"":‘ U 7. held that the evidence' established -thit
R L iR plaintiff’s. symbol had acquired a secondary
L2 3] The validity of the Defense Pro- meaning in-the minds of the public and that
duction Act of 1950, and more particularly the use:by defendant. of its rgimilar trade

§ 705, is sustained.. The- Act does not.vio- symbol- constituted “unfair competition, . .
“late the provisions. of. the .Fourth Amend- :, Order in accordance with opinlon. - |.in:

' HOUSEHOLD FINANGE GORP. v. FEDS”
aouh ERAL FINANCE CORP. ot al :
= (77 Clv. No, 645. e

e
[

PR
o "

‘ of. the Constitution. of ‘the. United L e e
ment . of ;the, Constitution. 0 United - o-Marks ‘and Trade-Names and Unfair

States. of .America.... Bowles v, Stitzinger, .- - .

D.C...59 F.Supp. 94. Neither is. this pros ..i: Compelition &2933) | ©
e LT e " Eyidence -established ‘that” plaintiff’s
ceeding a fishing expedition. Oklahoma trade bol o o form of

© Press Pub. Co. v. Walling, 327 U.S. 186,66 rade  symbol, service marx of JOrT 7.

sk 494' ‘QQ“L.EdEVGI".L",‘ advertising, consisting of the letters "HFC
-~ Thé Director advised defendant that the tinctive manner and enclos'édrin;'ciirde had
scape-and purpose of the -investigation,ins acquired usecandaty - meaning” ; in - ‘piinds
spection or inquiry was to examine its sales  of public. and that defendant’s use of the
invoices. for: compliance:by-defendant ‘with letters “FEC”,‘arranged in distinctive type

~ the Betoamotpt mii asantis duainaivh gl gimilar ‘to that: émployed by plfahtiff and

~Actlon by Household Finance Corp. against -

in " distinctive type’ style arranged in dis- .
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: survey was. conducted by an_independent,
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. mxslead persons of reasonable mteIhg‘ence

{ sons mterv:ewed S R AL

' RONSON ART METAL WORES v. BROWN & BIGELOW - 169
. Cite ag 105 F Supp. 168 .
éymbol as in ‘distinctive ‘type similar to*the €ype em-"
ployed by plamt‘lﬁ and' afranged in a dis-*
" tinctive manner sumlar ‘to the manner erti*t }
ployed’ by plaintiff and 'enclosed in'a girele? -
constitites & “Violation ‘of ‘the 'property’ .
rights of the plaintiff and constntutes un-,
fair competlt:on. ot -

the pu‘bllc recognxzes plam’cf
identifying the plaintiff.’ ‘

The latest survey ‘was conducted in Sep
tember, 1951, in:the.cities of. Chicago, De-~
! troit, Philadelphiz, and Los Angeles, This 4

! market research orgamzat:on and was plan-
' ned and conducted in a manher designed to.
reflect impartially, objectively, and accur- Cee
ately the degree of pubhc recogmtlon of . :Plaintiff is entitled to an, mjunctmn en-;:
said symbol. * This survey showed a recog- Jotnmg all of the defendants from continu- ..
nition of plamtJE’s symbol by approxjmate. " ing to.use the above:described symbol, and,,

Iy 6196 of the’ more: than four- thonsa.nd pet-: from. using. any-other trade symbol, ser-;
o vice mark, or form of advertlsmg which.

oo is-calenlated: to” mislead or is likely to mis-;

P]amtxﬁ has recelved and is recewmg in. jead any person into believing that in:deal~-
increasing. guantities . mail -addressed to . ing with defendant, Federal Finance Cor-
"HFC”  at . its:, various . braneh 05“5 i poration, he is dealing with the plaintiff-or~.
throughout the United States Lo Sotie- company affiliated with or assoc:ated

Plaintiff has been requested by ‘séveral” m somé way W“’-h the P‘aﬂ’ltl&a i
telephone compames to maintain a tele-t o ’
phone listing under the appellatlon "‘HF il
in addition t6 its regilar’ alphabetical’ list" A
ing under the appe]latlon "Hdusehold Fl-;‘ v
nance Corporatlon . 3":.“ -

 Plaintiff has no plam, speedy, a.nd a.de-»
qua.te remedy at. law, - SO .

The use of sald symbol by defendant,
Federal Finance Corporatzon, is hkely to;

! RONSON ART METAL WORKS, Int.s
concermng the’ 1dent1ty of Isald defengiant ‘ BROWN & BlGELOW (]nc.)
‘and to cause said’ persons to believe that‘_ :
when_dealing Wwith said’ ‘defendant they are, I ' United States District Court
dealmg with” the plamtxﬁ or w1th some ' §. D. New York. .. . DR
company afﬁhated or assocuated . m some June 2, 1952

way Wlth the Dlalﬂtlf‘f i Actlon by the Romson Art' Meta] ‘”Werles, g

: ) Inc against Brownh & Bigelow (Inc.).  The
Conclusrons of Law ) ! {Inited States:District Court for the JSOuthern

Thls Court has junsdlctlon of- the par- O Distriet of New York, Weinfeld, D. J., beld:, .

itigation involving patents was
ties herein and of the subject matter.. o;E ! that where 1
this litigation, ‘ o " first instituted by plaintif in theé Federal-

i

A R st bl | Digtriet of . New. York end defend:mt subse-
The plamnﬁ ha_s q valuable property quently instituted litigation involving: in sub-: N
right in that certdin ‘trade ‘symbol, service’ ::::ee tt]llle saa]nile;l :ubjectlmatter il(]l. M1;Jmesota
matrk, or- form"of ' adverhsmg eonsnstmg A cl;)en zicne . rft [wuas esis icr'é:wv ed, balance .
f the letters “HEC” dist - O venience ed plaintiff to tria_ﬂ ot
:tyle arranged i i mct 18 mctwe typ; ity action in the New York District. '
in’a ‘didtia :ve marmer at
enclosed ini'a Cll‘(‘_l - L wd Order in accordance with opinion.:_.

See also, D G 104 F Supp 716

The sa:d symbol has acqulred a. sec )

ondary meanmg" in the mmd$ of the pub
lig. |

L courls gp22° 0w S -

Where severa} !aw suits mvolvmg pat-
: ent l1t1gat10n were' substantially the same *
The use ‘by defendant of 1ts ltrade sym-” and'a single #rial” ‘would avoid dupl:catton,
bol; service maric”or ‘forin’ of advettising'! i in detefminmg"w}mh ‘dction was entitled to '

consisting of the letters "FFC" arranged trial forum, issue'Wwas’ one of the baiance’
. 105 F.8upp.—~11% -

it

'fur
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STANDARD OIL COMPANY v. STANDARD OIl, OMPANY 65
Cite as 262 F.2d 65

nity Company v. Delta & Pine Tand Com-
pany, 202 U.S. 143, b4 8.Ct. 634, 78 L.Ed.
1178: New York Life-Insurance Com-
pany v. Miller, 8 Cir,, 139 F.2d 657.::

The judgment of the D:strlct Court is

" affirmed. L

- .
© § 0T aunmR $TSD
1

was unfair éompetition and wrongfully
infringed upon rights of plaintiff. 5
Affirmed, -

1. Trade-Marks and Trade-Names and Un--
fair Competition &=57 _ :
While the terms, words, letters,
pigns and symbols used by parties were

+ - in part trade-marks and in part; trades -

names, precise difference was immaterial
since the law protects against appropria--
tion of either upon same fundamental
principles, and law of trade-marks is but -
a part of the broader Iaw of unfalr S

-+ competition.

The SlAN"DARD OIL COMPANY, & cor-
poration; and Sohio Petroleum Com-
pany, a corporation, Appellants

V.

tion, Appellee,
No. 5506.

'United States Court of Appeals
 Tenth Circuit, '
Jan. 15, 1958,

Action to enjoin defendants from’
infringing plaintiff oil company’s trade-
marks by use of word *“Sohio” as defend-
ants’ trade-mark in plaintiff’s territory.
From a judgment of the United States
District Court for the District of Wyo-
ming, . Blake Kennedy, J., 141 F.Supp.
876, the defendants appealed. The
United States Court of Appeals, Breiten-'
stein, Circuit Judge, held, inter alia, that
record established that there was such
a confusing similarity between defend-:
ants’ designation “Sohio” and designa-
tions of plaintiff whose trade-marks in-"
cluded *“Standard O0il”, “Standard”,
“807, “S0 Co., “S 0 C 0", and “So-

ite” that total effect of use by defendants-

within plaintiff’s territory of “Sohio”
was to produce in minds of ordinary pur-
chaser, exercising due care in the market
place, confusion as to origin of goods’
identified by such designation, and that
by their use of “Sohio” defendants in-
tended to create and take advantage of -
such -confusion of origin and such action.
252 F.2d—5

S ‘Trade-Marks and Trade- Na.mes and Un-
fair Competition ¢=24 o
Generally, “trade-mark”™ is apphcable

" to vendible commodity, and “trade«name” :

ST AND AED OIL COMP ANY, a corpom-:-' to business and good will.

"~ Bee publication Words and Phrases,

“for other judicial constructions and defi-
" nitions of “Trade-Mark” and “Trade- -
. Namaea".

"~ 8, Trade-Marks and Trade-Names and Un- = ‘

~ fair Competition €=68(1.1)

The controlling principle in law of -
trade-marks and unfair competition is
that a person may not pass off his goods .
or his business as goods or business of
another,

4. Trade-Marks and Trade-Names and Un.'
fair Competition €58, 59(1)

There is confusing similarity be--
tween trade-marks or trade-names if
prospective purchasers are likely to re-’
gard offending designation as indicating-
the source identified by the trade-mark
or trade-name.

b. Trade-Marks and Trade-Names and Un- o
fair Competition €=57 _
The factors bearing on question of .
confusing similarity - between trade-
marks or trade-names are: (1) degree of
gimilarity in ' appearance, sound and’
meaning; (2). intent of defendanis in
adopting and using of term; and (8) the
degree of care: likely to be exercised by
purchasers . :

6. Courts &=406.3(9 . '
- Fact findings of trial court will not
be disturbed: on appeal unless they are:
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Over the years there have been several '
- decisions involving the use of the term-
" “Standard Qil Company.? Closely anal-

"~ ogous to this case is the decision in
Esso, Inc., v. Standard 0il Co., 8 Cir., 98
F.2d 1, wherein the plaintiff Standard of

- Indiana succeeded in enjoining the use -
in its territory of the trade-name “Essgo” -

by a wholly owned subsidiary of the
Standard Qil Company of New Jersey.

‘In every case reported at this time the -

courts have acted fto protect the Stand-

_ard Oil company Wwhich had first ob-
tained the right to use the “Standard
Oil” name and trade-marks in the area
involved. '

Defendants concede that they have no -
“right to use in plaintiff’s territory. the -
name “Standard Qil Company” with or

without “Ohio” and that the plaintiff has
the right to the exclusive use within its
- territory of the. terms . “Standard,”
“Standard Qil,”" and “Standard Qil Com-

pany” -in connection with -petroleum

products.  Plaintiff makes the same con-

_ _“cesgion of a similar right in the defend-. .
- ant Standard of Ohio to use such terms

" within its {erritory in eonnection with
petroleum products,

The trial court found that “almost

. from ‘the date of its incorporation” the
plaintiff has used in its territory its

i trade-names and trade-marks, including
“Standard 0il Company,” “Standard

. Oil," "Stﬁ.ndﬂ:rd,” -"SO,” “SO_ CO.,” “g 0
€ 0,” and “Solite,” in the advertisement
“and sale of its products. It has adver-

tised extensively in newspapers and mag-’
~ azines and on billboards, radio and tele-:
vigion.? ' The acceptance of its products -

:is shown by its sales ‘which have in-

creased from $294,600,000 in 1930 to ¢
. $769,000,000 in 1954. In the petroleum . -
‘industry in plaintiff’s territory the trade- -

“names and trade-marks mentioned above

Jdentlfy the plamtﬂf and no one else as

o : 7 See Standard Qil Co. of Naw York v *

8tandard Oil Co. of Maine, 1 Cir., 38 B\
© 24877, affirmed: ad mo_dzﬁed 1 Cu- 45
T F.2d.309;  Standard Oil Co.. of New_
.. Mexico, Ine., ¥. Standard Oil Co. of Cali-"
- “fornia, .10, Clr, 56 F.2d 973; . Standard -
- 0il Co.. of Colorado -v. Standard Oif Co.

: the source and origin of the products and
servicés on or in eonnéction w1th wh;ch-'
_they are used.

© Proof of the use by p]amfuﬂ" of its*':

tradé-names and trade-marks is over--
~whelming. The word “Standard” either

alone or in combinations and the letters
-"B0O” either alone or in combinations are "
‘used ag identifying marks in connection -
with the great variety of equipment, -
facilities and products that are a part of
~ the modern oil industry. Only one phase

of such use need be particularly men-

“tioned. In 1945, the plaintiff adopted as

a common identifying symbol for all out-

-lets offering- its products a torch and
-oval sign, This is an oval with a flaming
-torch in thé center. The flame of the
torch extends above the oval. The upper

third of the oval is red, the middle third

white, and the bottom third blue. The

word “Standard” is imprinted in blue on.
the middle white section. The plaintiff’s

“wide use of this distinctive symbol is

conclusively established by the evidence.

The term “Sohio” is derived from “S.

- 0. Ohio.” The evidence shows that since
' the dissolution decree the various Stand-

ard Qil companies have been known in

‘trade and finaneial publications, in the
. public press, and {o the public generally -
" as “8. 0. New Jersey,” “8. O. Kentucky,” .

“S.-0. Indiana,” “S. 0. California,” and

'“S. 0. Ohio.” The trial court found that,
“In the petroleum world the letters ‘S.

0. have always stood for ‘Standard
011’" “Sohio” is obviously a confrac-

‘tion of “S. O. Ohio,” All that has been
‘done is to eliminate one “0.” With ref-
‘erence to the “Schio” name or mark a
11929 publication of the defendant Stand-
. ard of Ohio said:

“‘Sohio’ is of course an abbre-

“‘viation of the full name of our or-
ganization, The Standard Oil Com- -

| pany of Ohio. In a degreé'which_;_‘ o

T 10 Cir., 72 F2d 524, cerhoran denfed i .

293 U.S. 620, 55 $.Ct. 216, 79 L.Ed, 708;

Standaird Oil Co. v. Mmhm, DC EDMo R

34 JF.2d 802.

8. In 1930 its sales promotion snd advertis-
Jng expenses .amounted to morée than $4,-

700,000 and fn 1054 to over $10,900000,

" on whie

_ at times
Cing in W

" mark Y

~has been

' . to such o
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grant to the courts discretionary au-
thority to stay proceedings where mili-
tary service affects the conduct thereof,?
Section 205 is mandatory in nature and
has been so interpreted.?

Inasmuch as the findings of fact made
by the Tax Court concerning the military

service rendered by the two older chil-

dren are general in nature and fail to

specify exact dates, the cause will be re--

manded to the Tax Court for a re-evalua-
tion of the allowability of the claims in
light of the applieability of Section 205

of the Soldiers’ and Sailors’ Civil Relief .

Act. : S
- The judgment of the Tax Court will
~be affirmed in part and reversed in part

" with a remand for further'-fquceegl_ings":-

- . in accordance with this opinion. .

i . ™ S -
T [

- and Cross-Appellee, -
BAVARIAN BREWING COMPANY,
- Appellee and Cross-Appellant. e
7. Nos. 13363, 15364
United States Court of Appeals .
Sixth Circuit. -
Feb. 26, 1959,

Action by beer manufacturer for in-
fringement of its registered trademark
- “Bavarian’s” and for other relief. The
United States District Court for the
Southern Distriet of Ohio, Western Divi- -
sion, John H. Druffel, J, 150 F.Supp.
210, entered decree and the defendant
appealed and the plaintiff cross-appealed.

.- 8, The cases cited by the government eon-

. cern agpplication of § 201: Lawther. v, ;

* Lawther, 1045, 53 Pa.Dist. & Co,R. 2805 = .

Colling v, Bannerman, 1942, 46 Pa.Dist,
- & .Co.R. 84; Oraven v. Vought, 1941, -
.. 48 PaDist. & CoR. 482, . ‘ Gt

. turer had developed a secondary mean.
-, -ing for “Bavarian” and “Bavarian's” in |

v ing parts of three states.
- Trade-Mark ‘Act, §§ 1 et seq., 2(f) a3

1052(f).

The Court of Appeals, Simons, Cireyj
Judge, held that where plaintifi's regis.

tered trademark “Bavarian's” beer had.

acquired secondary meaning in plaintiff’y
distributing area covering parts of three
states, injunction restraining defendant';
use of word “Bavarian” in conneetio
with defendant’s beer was properly
limited to such three-state area,

Affirmed.

fair Competition €=93(3)
In action by beer manufacturer for
infringement of common-law rights i
its trademark “Bavarian” for unfair

competition in trade and for infring. §
- ment of trademark registration “Bavar.

ian's”, evidence disclosed that manufae.
- manufacturer’s distributing area cover

 amended 15 U.S.C.A. §§ 1051 et seq, |

) - 7R 2, Trade-Marks and Trade-Names and U |
TANHEUSER—BUSCH, INC,, Appellant _' : i

- fair Competition =45 o
- Registration of trademark is prima
facie evidence of ownership. Lanhanm

Trade-Mark Act, § 1 et seq. as amended
15 U.S.C.A. § 1051 et seq.

3. Trade-Marks and Trade-Names and Un-
fair Competition =11

Injunction - restraining defendant
from using plaintiff’s registered trade
mark in plaintiff’s distributing area coy
ering parts of three states may be valid
when a secondary meaning has been ac-
quired by the plaintiff for its product -
under federal law, for it is federal jaw
that eontrols where interstate corameree

is involved. Lanham Trade-Mark Adt,

. L Trade-Marks and Trade-Names and Un.

Lanham |

- mark

§§ 1 et seq., 2(f) as amended 15 U.8.CA
§8 1051 et seq., 1052(1). .

8. Bowles v. Dixie Cab Asv'n, D.0.1933,
- 113 F.Bupp. 324; Warinner v, Nugent,

. ALR2d4 278: First Nat. Bank of Hico
v. English,_,Tex.Ci_v.App.1951,_ 240 8w,

1951, 362 Mo. 243, 240 8.W.2d 941, 26 ©°

2603,

fai

In a
infringemn
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that regig
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amended ]

5. Fraud ¢
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e confuswn it may be used fairly by
wa The remedy afforded by the

;‘g_‘u.g'cllon
.wandary meaning, the Act is sufficient-
4 troad to protect a mark which had ac-

“sha LT “Bavarian” which had not gone
' i wand the plaintifi’s

~ yeze under ‘pre-Lanham Act cases in-

"ot e finding of fact that such secondary
k2:de area, the scope of the injunction

_yithin a reasonable discretion a_llow_ed
thie courts by the Lanham Act. - .

“tpab the admission of the report of a

inz¢e, the persons interviewed not being

«tymination, But this repért was ad-
wivted under Statute See. 2317.36, Ohio

erzort of findings of fact prepared by an
~t13ert neither a party to the cause nor

%1 the cooperation of several persons
uting for a common purpose shall, ingo-
{1z as the same is relevant, be admissible
wten testified to by persons making such
separt or finding without calling as wit-
*#i¢s the persons furnishing the in-
{:rmation, if, in the opinion of the court,
&y substantial injustice will be done the
wiosite party.  An analogy to the
jresent situation may be found in Sou-

Ttio App. 87, 66 N.E.2d 334. The atats
‘l ¢ and the Soukoup case make admissi-
© 4ty a matter of the trial court’s discre-
wa and rule 43 of the Federal Rules of
il Procedure, 28 U.S.C.A. provides

that the Statu’w or Rules whxch favor_-'

MODERN AIBS, INC.v. R: B, MACY & 00,
’ Cite ae 064 .24 08 ’

.1 Judge appears to be within judicial -
With regard to registered

gured a secondary meaning in the users -
- suthiet,  The trial Court made a finding'

(! pranted a remedy, based upon dis-’
ixctiveness, or secondary meaning, of

distributing area.
« spthorized no injunction broader in

© . yiwing the protection of trademarks into
. - aren of prospective expansion. In the -
iwence of such finding and in the light

. wynificance is limited to the plaintiff’s:

- v line with the findings of fact and ", SRS

t4] The defendant finally coﬁtends

wrvey as evidence constituted reversible
wrvor because it constituted hearsay evi- .. -

rade witnesses and not subject to cross

an employee of a party, nor financially
ixurested in the result of the controversy.

1239 v, Republic Steel Corporation, 78

93

the ‘reception of the evidence governs -

where there is doubt and that the evi-'

dence shall be presented according to the

-most convenient method preseribed in .
cany of the Statutes or Rules to which

reference is made and that the coms -

petency of a witness to testify shall be

determined in like manner.
" We accept the fact findings of the Dm—

trict Judge and the:conclusions of law .-« .
The decree. ~ -

applicable to- the ewdence.
lB aﬂirmed. :

T (o § aE wuMBeR sYsTEN R

MODERN AIDS, ING, Plaintiff Appeuee._"

V.

B. H. MAGY & CO,, Ine,, Defendant-
Appellant, - - G

Second Circuit.
- Argued Jan. 23, 1959.
‘Decided March 3, 1953,

%.Code, which provides that a written' - .

Suit to enjoin defendant from in-
fringing plaintiff’s copyrighted adver-
{isement of a mechanical massage ma-
chine and from selling the machine or
any machine substantially similar to it.

From an order of the United States Dis-

trict Court for the Southern District of
New York, Palmieri,_ District Judge,
granting the requested relief, the de-

‘fendant appealed. The Court of Appeals

held that where plaintiff had no patent
on mechanical massage machine, defend-
ant was free to imitate such machine as
closely as it chose subject to limitation -

that if buying public had come to believe. -~

that every machine made after plaintifi’s

model 'was plaintifi’s product and relied -

upon source of machine rather than its
performance, then defendant would be -

‘required to make plain to buyers. that

N 175, Trocket 25342. Lot : : :
Umted States Court of Appea15 SRR
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(1)

Suhg}fube Products Corp. v. Scholl-Manufacturing Co.
I58 F. Supp. 540 (D.C.S.D.N.Y., 1958)
P. 543 affirmed 262 F. 2d 824 (2 Cir., 1959)
It is not disputed that plaintiff sells
tubular gauze in boxes of various sizes
each of which is marked
"Surgitube
Trade-Mark Reg.
U.S. Patent Ne. 2,326,997
The Tubular Gauze over dressing”
It is admitted that tubular gauze is not patented and most certainly
it is not patented by Patent No. 2,326,997 which is the patent in suit.
In and of itself, the innocent marking of an unpatented article as
patented may not effect a misuse of the patent...However, in this case
the wrongful marking has been done with knowledge that the patent did
not apply...with the intent to deceive the public and restrain trade in ?

the unpatented tubular gauze. This use of a patent to restrain competition

with the sale of an unpatented product constitutes a misuse of the patent,

and warrants denial of recovery to a plaintiff in an infringement action.

U.S. v. Krasnov {43 F. Supp 184 (D.C.E.D. Penn., |956)_
P. 197 There can be no doubt that summary judgmenfs are as applicable

to action under the Sherman Act as they are to any other type of actions,

legal or equitable

City Associated Press v. United States 326 U.S. 1

Morton Salt Co. v. 6.S. Suppiger Co. 314 U.S. 488; 315 U.S. 788
International Salt Co. v. United States 332 U.S. 392

United States v. United States Gypsum Co. 340 H.S. 76



(2)

 Malz v. Sex
134 F. 2d 2, 5
(7 Cir., 1943)

Equally clear are the holdings that the defense of unclean hands

need not be raised by the litigants.

Paul E. Hawkinson Co. v. Dennis
i66 F. 2d 61
(5 Cir., 1948) | |
(in this caée defendant pleaded in its ninth defense that

plaintiff was using its patent to require licensees to buy unpatented
articles and on motion for summary judgment defendant’s ninth defense
was sustained-~but C.A., reversed, Defendant by way of counter-claim
demanded damageslfor intimidation of it and its customers and in its
tenth defense pleaded misuse by reason of an advertising campaign which
evidentiy constituted the intimidation; the lower coﬁrt found for plaintiFF,j
denying the motion for summary judgment on the g tenth defense).

it is sufficient to say that the matter was not one for summary

judgment and that the judgment must be reversed with directions for a

trial on the merits,

U.M.A. Inc. v. Burdick Eq&ipment'Co.
45 F. Supp. 755, 756
(D.C.5.D. N.Y., 1942)

(Here plaintiff used patented method to obtain sales of product
for use in the method; plaintiff’s customers received an "informal”
license to use the method merely by buying from plaintiff).

Had the plaintiff granted written licenses on a royalty basis and

annexed as a condition of the license an obligation on the part of the

licensees to buy plaintiff’s unpatented machine for the exercise of the

license, it would be clear it could not maintain another patented machine
for the same purpose. Plaintiff’s practice amounts in substance to the

same thing.



(3)

Deering, Milliken & Co. v. Temp-Resistor Corporation
160 F. Supp. 463 (D.C.S.D.N.Y. 1958)

Reversed in part on other grounds 274 F 2d. 626 (2 Cir., 1960)
(Defendants rug urged “patent misuse” by plaintiff in connection

witH licensing activities, institution ahd cﬁnduct of the suiﬁ,
customer intimidation, anti-trust violatioﬁ whereby-cqstomers were
‘required to buy unpatented articles from plaintiff and fix pricgs on
sale and resale of unpatented articles, releasing a flood of publicity
designed to intimidate defendant’s customers.

The Court found no misuse and no anti-trust violation. The C of A
affirmed the misuse portion of the lower court decision stating at

274 F. 2d 634:)

With regard to the counter-claim, despite ﬁhe bulk of the briefs

and portions of the record devoted to these anti-trust aliegations,.
examination exposes their highly legalistic and defensice nature.

For this reason they may be treated summarily. The Special Master
found, on the basis of substantial evidence, that there was no con-
spiracy between appellee and its licensees (including the additional
defendants) to monopolize the metal-bearing garmént lining trade or

to fix prices and the appellee did not ‘indulge in-dischiminatory ad-
vertising allowances or compete unfairly. The district court properly
affirmed these findings. Evne if these findings were clearly erroneous
the‘claim would be passed on an entirely separate ground, viz, there

was no showing that the appellants were damaged.....




(4)

Barber Colman Co. v. National Tool Co. 136 F. 2d (6 Cir., 1943) -
p.  343--- The attempt to use the patent unreasonably to restrain
- commerce was considered not only beyond the scope of the patent grant,

but also in direct violation 'of the Anti-Trust Acts (Clayton Act. Sec.3)




Reeves v. Keystone Bridge Co. 20 Fed (a) 466 (Case No. |l660)
See also Case No._ll 66| on rehearlng) . 3

The RéeVééhééseiihtePphéfs_Section 15 of thee Act of 1836,

“incorporated in the Act of 870 (i6 STAT 198) which states that a

patent may be successfully opposed by showing that the thing patented

"had been descr!bed in some publlc work anterior to the supposad
duscovery thereof by the patentee”. The court went‘on to state:

It -is obvious that this- prov1510n
requires Tirst, a description of the
al leged invention; second that it shall
~be contained in a work of a public
character and intended for the public;
and, third, that this work was made
acce35|b|e to the public by pubiacation.
before the discovery of the |nvention
by the patentee. - :

¥* 3

It is not shown that the work was pub-

lished before the date of the complainants
patent. This must be directly proved. It

is not deducible from the imprint in the

title page. That the work was then printed
may be inferred from this imprint; but when

it was put in circulation or offered to the
pubfic is a distinct fact which must be proved
mpresymes  independently. The intended circul-
ation of a book of a public nature may be pre-
sumed from its being put into print; but it
does not follow that a work...was made access-
ible to the public as soon as it was printed,
or that it was actually published at all.

Cottiere v. Stimson 20F 906 (Circuit Court D. Oregon, 1884)
Objection is made to the introduction of the book entitled
A Treatise on Ventilation,” because it does not appear'to'be a

n

“printed publication,” within the meaning of the statute; and it was

admitted subject to the objection. It is a book of 226 pages, and

purports to be the second edition of two courses of. lectures delivered

o e



(2)

on the subject oFrvgnti[aﬁjon.,;bquhe‘the_Fraqklip [nstitute, at
Philgdglphié. By the title;page it appearsrto have been printed by
”John”Wfley & Son, New York, 1871,” who style thgmselveé "pubijshers".
But there is no other evidence thaﬁ what is furnished by tHi§ copf that
the work was ever on sale or in circulation,

In Walk Pat. s. 56, it is‘said that "a printed ﬁubiication is.
énythingiwh?ch is.priﬁtéd, and, without any injunction of secrecy, is
distributed to‘any part of the public in any country. Indeed, it'éeems
reasonable thatnnq actual distribution need occur, but that exposure of
printed matter for sale is enough to cqnstitufe"a‘printed publication”.
| But sométhing beéides-printing is required. The stétute goes
upon the theory tHat tHe work has been made acceséible to the public, and
| that the inventidn has thereby been given to the.pub[fc, and ‘is no {onger
patentable by anyone. Publication méans-put into genera| ciPcQ|atioﬁ or
~on sale, where the work is accessible to the public. See Reeves v. Keystone
Bridge Co. 5 Fisher, 467.

In the nature of things, it is not improbable that this work has
been regularly pub!ished.and is in general circulation, at'jeast, among
‘those interested in the subject.. It is not likely that it waé.pbinted for
private circulation. But ! doubt fF the evidence is suFFicient to warrant
such a conclusion. |t ddeé not appear that any other copy of it is or even
was iq existence, or that-it was ever placed publicly on sale, or othersise
distributed among or made accessible tq‘the publié or any cqnsiderable portion

of the community.




(3)

M & B Mfg. c§, v. Munk 6 F. Supp. 203 =

There is ﬁojﬁrooFfthét fhe cétaiég was ever circulated or
~distributed to the public, and the mere fact that it is a printed.
catalog, which was in the poésession of the Durst Company is no£':
sufficient.

20 Fed 466 (No. 11660)
251 F. 603 '

28 F 2d 812

235 F 151

20 F 906

Jockmus v. Levitan 28 F. 2d 812 (2 Cir., 1928)

L.Hand ' ' :
While it is true that the phrase “printed publication’, pre-

supposes enough currency to make the work part of the possessions of
the art, it demands no more. A single copy in a *ibnaalibraﬁy, though
more permanent, is far less fitted to inform than a catalogue ke freely

circulated,

*N O® %

Whether the catalogue was in fact distributed generaily, and
when,.are diFFehent questions. That it was pnjnted in |908‘no one can
reasonabl? doubt; it was a trade catalogue,'méant to pass current.For a
season and to be superseded, as it succeséor of 1910 in this very case
:beérs witness; To.suppose that it bore an earlier date than that.at which
first appeared contradiicts all we know about merchandising; it might be
post-dated like a motor caﬁ,.but hever the opposite. It is, of coUEse,
conceivable that, though printed, it was hever distﬁibuted; or that

o

2 _
the diskrubk distribution wasflimited to be a "publication”. As to the
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last we can scérc%lyruﬁdgft;ke %QSQEia.jj%it; :SCHhidt says that

perhaps 1000 went out. Far loss would have served; the 50 which was

hié Iowérrlimit was.we#e quite enough. To be sure the fact of any
distributfon at éll rests upon the uncorrbborated testimony of him and
Schor#e, because there was quther'dQCUmentary corrobaration of

néither, though each was explicft in hi$ Peco!lebtion,_and each had had
first hand knowledge, This would not be‘angu enough, if the catalogue
itself wérg nut-produced,.beafing its own evidence of existence since
1908, but no one can seriously supposé that such,document;épriﬁted in
quantity waé intended to‘Be kept secret;..and,_ﬁnless S§mé aécident'

~ happened taip;event, it wou!d‘in due course have gone uSOq i£s§fntended
.errand. Toéprove that no accident did happen and that'{f;did reach its
destinati6n2w¢ have, it is true, only oral, though éntiref§ disintérested,
testiﬁpny; %ut it is a misfake to assume that even under.ﬁhg_exfraordinary
sévere-fest%‘appiiedsfo the proof of anticipation, eQéry_Sﬁeplﬁust be
buttressed by documents. That some documents aré necessary; pérhéps;

may be the Hule; but, when the documents go so far as heré, the retrial,

if there is any, is satisfied.ss..

_Iﬁpérial Glass Co. v. AfH. Hersey & Ca. 204 F 267 (6‘Cir.; 1923).

Thg deFendanf broduced printgd catalogues of different glass
mandFacturehs, including so@e of its own, all evidently issued for cir-
.culation.among the trade, and all of which defendant’s super intendent
testified h#d been in his possession sin@e befor¢ 1911. These catalogues
showed a gréat variety of designs'tending to sﬁp#ort the defense, and, i £

they do not %nticipate, they at least emphasize the trifling character of
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the.eEStinetion uponKWhTeH.ehe'ﬁatenf‘muetEStahai"The trial Coupf
Pejected.these- thinking: that they were not prior pubilcatlons within
' _ basing .
theVmeaning.of the patent jaw, and haxing this conclusion upon
Reeves v. Key Stone Co., 20 Fed. Case 466;47[, No. 11,660; and
Britton v. White Co. (CC) 61 Fed. 93. _We'fh{nk'tﬁese catalogues
should have beeh received and cqnsidered. Certainlydmenufacturer's
cataloguee SO céﬁculafed are mere effective in spreading information
amohg persons skilled.in the art than fF the same catalogues were on

file in some library. Reeves v. Keystone Co., arising under the Act

of 1836 (5 Stat. 117), merely holds the publication of a manufacturer’s’

‘catalogue, which is not found in a library, must be proved by some

evidence other than_ the imprint (emphasis added). Whether such im-

print would, under the present statute, be prima facie evidence of pubiic:
ation, need not be decided,

The evidence of the superintendent fhat-these catalegues
had been sufficiently circulated to bring them te_his notice and
possession is enough to indicate due publication. The decision in
Britton v. White Co. (D C. Conn.), seems to be in pein£ ‘but we think |
it is mlstaken. 1t depends (61 Fed. 95) upon Reeves Ve Keystone Co.
('inf!'ﬁr'::l'\,_r as we have d seen, does not suppert lt)

Parsons va. Colgate (C.C.) I5 Fed 600 and Fermentation Co. v. Koch
(C,C.) 21 Fed 587. Xj%X¥ The Former (D.C.N. Y ) stands upon the dls-
tinctions that the Act of 1836, which governed that patent;'called

for prio¥ description in a "publiﬁfwork?” instead of in a "printeﬂ

publication”, as is specified in the present statute, and in the latter

(C.C. Mich) this distinction is overlooked (emphasiS'supplied).
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Bfittqnfv. Whité Mahﬁf,g:LCO. 16ifF5*93 (Cfréuif Court;'D.Conn. 1894)
(This case is.disqussed.ih 294 Fm,267,'élsolin fhe present notes, and
I”believe was m:sundepstood.by fhe couhf-in 294.F; For our purposes,
however, the quotation below is of ihte;esf.) | o

There is no evidenée that.if (pamphlet) was ever actualfy publishéd,

or intended for general use, or accessible to the public.

Parson v; Coigate 75 F. 600 (Circuit Court, S.D}N;Y.; |882).
The principal anticipatiors relied upoh dre a soap made by

Hendrie : L - |
one Hersdige...and described in a circuiar,.isSUed and pub]ished_
by him to the trade, ionglprior to the oraté%fé inVentfon..;
Hendfie's soap is not proved Ey the requisite measure of prooF in'éuch
cases to have”béén known or used in_this couhfry,‘nor iér his éiréﬁlar
to the trade coﬁéidered'é printed publication or a public work within
the heaniﬁg of tHe patent law. Act of (836, Section 7, I5.
New Process Fermentation Co. Koch 21 F. 580, 587 (Circuit Court,
E.D. Mickerson 1884) | - --

It has been genera]ly, and perhaps Uﬂiversally,-that business
circulars which are sent only to perséns enééged or sﬁpposed to be
engaged in the trade, are not such publications as the law contemplates
in Section 4886.. Pierson v. Colgate, 24 OQG., 203; In re Atterbury,
90 G. 640; Judson v. Cope, | Fisher,lélS;.Reeves Ve Keystone.Co.

5 Fisher 456; Seymou¥ v. Osborns, |l Wall, 555.
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Application of Téhﬁe&" 254 F. 2d 6!9 (c c.n. A.,'t958)
p. 626 (Good dlSCUSS!OﬂS on h;story oF prrnted.publacatign”)
‘Printing alone, of course, would be insufficient to reasonably
assure that the public would have access to‘the work, for the possibilg‘
ity always exists that the prlnted matter may be suppressed and mlght
never reach the public. Then too, there are time lapses between the
printing and the publfshlng oF a given work, and the pub[ic is not
charged with knowledgé of a s@bject.until such time as it is available
to it. Forithis reason, it:iélrequired that thé descr{ption not only
be printed but publlshed as. wefl

But though the law has in mind the probabilnty of public

knowledge of the contents oF the pub!;catlon, the law does not go further
and reauire.that the'probabf[ity must have become an actuality. In
‘othéﬁ woﬁds, once it has been established that the'item Haé been both
printed and.published, it is not necessary to further show that any

given number of people actually skax saw it or that any'speciffc number

of copies héd been cfrculated. The law sets up a conclusive presumption
to the effect that the public has knowledge of the bublicatién when a
single printed copy is proved to have been éo published. |

(And at p. 628 in a concurring opinion By Riéh,'Judge:)

| Qill assume for the sake of argumént (and.! think it is the law)

fhat when a book has been printed and.copies;are-availablé for deliyery,
an advertisement:oFFering it Foﬁ sale would bring about its”publication”,
even before any copies are actually sold.

(Note at page 622 note 4, however, that the court deCISIOn is based upon
lack of “printing” rather than lack of “publication” in the Tenney case
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l.C.E. Corporatlonlv. Arﬁco-Steel CeEpoe;tlee ll250 F. Supp. 738
(n D. s D. N. |966) o S
_( On .defendant’s motlon For summary Judgment to |nvalldate a patent
on the basis of micro- Fllm in the Library of Congress, it is held that
summary judgment w1ll not lie in view of fact situations that can be
determined_only'at plenery trial. There ie a geod.kssk,history of the
term “printed publication” here and comment upen the Tehney.decision')
The term_"printee'bublication” first appeared in the Patent

Act of 1836 in addition to the term “public work” which had been used

in the previous patent law. lﬁe l836 Act provided that a "printea
publication” could bar an ahplieanﬁ from obtaining a patent and further
sanctioned elther a "printed peblication" or a "public work” could in-
validate s a patent. “The diffeéehce between the two terms has been exe
plained by a.textboek.whiter te‘be that a "eublic_work" reFerred to a class
of established publicatione or a book publicly prinfe& and eirculated,
whereas a "printed publicafioe” was considered."broad enough tolinclude
any descripfion printed in anygform and published or circulated to any
extent (Curt|s, Patents Section 376 3rd ed. 1867)...|t appears however,
that the difference in tenmsnology contemplated in the Patent Act of 1836
was largely ignored by the courts. In the Patent Act of 1870, moreover,
the term "public work” was rep!acee byzoe merged into the term "printed
publicatioe", the latter term has been incorporated in all subsequent

ehanges in the patent laws. The present day statute, nevertheless,

stiil contemplates ”bublic” knowledge or use. By judicial constructiOn_

the word “public” in this context has been construed to mean “not secret”.
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Over the years of changes in the patent statutes, the
courts have failed to enunciate a uniform standard of what constitutes
a fpublication" or of what is “printed”. As to "publication”, while
some courts have said that a prior disclosure anticipates and
invention only if it is in “general circulation” or "“on sale”.‘gthérs
have held to the view that ﬁhere is a public concerned with the art
would know of it; still others have concluded that the statute reguires
no more than that the work be in restricted circulation (Hamilton Labs,
Inc. v. Massergill, i F.2d 584, 6 Cir., 1940).

JNO McCoy, Inc. v. Schuster 44 F. Supp. 499 (D.C.S.D.N.Y., 1942)
(Evidently no appeal)

PEaintiFf'Fiied a declaratory judgment suit asking that defendant’s
patented be declared invalid and has now moved for summéry Judgment
which the court granted, on the basis of a booklet put out by defendant
@50 to 100 copies) to his licensees, engineers and others)

The catalogue or booklet was.put out by defendant soﬁetime BXR
in 1915. It contains a description of defendant’s patented device; if
t jos was pﬁf out to the trade generally it may be regarded as a
publication of defendant’s invent;on or discovery and would render his
patent invalid.

(In United Chromium v. General Motors Corporation 11 F Supp. 694, 698
(p.C.D. Conn., 1935) .

Certain “periodical confidential reports” distributed to a few persons
in the same organization as the invention, were held to be not

"publications”; of |ike nature is Dow Chemical Co. v. Williams Bros.

Well Treating Corp., 81 F. 2d 495, 499 (10 Cir. 1936) wherein a report




(10)

to the Mellon Institute for work done for it was held to be a "private

report” which was never published and is not thekefore a ‘printed pub-

lication’”.)

McGhee v. LeSage & Co. 32 F. 2d 875 (9 Cip., 1929)

Copies of these catalogues were long in the possession of H.L. Judd & Co.
prior to the issuance of plaintiff’s patent and were used by it in
ordering goods to be sold in this country. [t is a fair inference, if

it is not positively shown, that they were of wide circulation in the

trade, and we think they were competent evidence of the prior art.
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January 4, 1967  to Robert H. Rines

Bob:

Today, Wednesday, is the first opportunity | have had for
access to a library. | shall keep on this now, but you may’
be interested in a few brief preliminary remarks based upon
the cases in the attached notes.

An act as, for example, a tie-in salé'inyoiving'a patented

and an unpatented article may be a misuse of the patent grant,
which will open the way for the equitable defense of unclean

hands on the part of an infringer, or it may subject the

~patentee to an anti-trust action if pleaded with treble damages.
. The cases speak of the need to show a lesseninq of competition

a public wrong in conneqtlon ‘with anti-trust actions, but |
believe the'Supreme Co;g{ removed that partlcuiar aspect in a
case almost a year ago?that perhaps the burden in misuse cases

_|s about the same as anti—trust cases.

At any rate the Illinois coUrt in the Morton Salt case decided

in summary judgment (based upon two depositions of plaintiff’s

| officers) that plaintiff was using a patented article to obtain

sales of an unpatented article.

On the question of notice by patentee to infringers, including
customers of defendant, the general rule is that reasonable
notice may be given in good faith. The Court may restrain by
way of preliminary injunction harassing tactics by the patentee.
in short, the courts seem reluctant to say that notice of in-
fringement may be termed misuse. .

"It does seem, however, that one can discern a pattern on the

part of plaintiff by which agents acting on behalf of plaintiff
would suggest the purchase of a complete line of plaintiff’s
products, including the patented antenna, and at the same time
make thée buyer aware of the possibility of an infringement suit
should purchase of the antenna be made elsewhere. (You have
more knowledge of the evidence available, but is it possible
that plaintiff has quoted someone on a package job, including
the antenna, and refused to quote the antenna alone?)

Thus,_summary_Judgment may be the appropriate remedy in this

. CasSea

MaN . | h  Bob Shaw




Mercoid Corporation v. Minneapo]is-Honeywé!l Reg._COi
133 F 2d 81 (7 Cir., 1943)

Appeal from D.C. N.D. ED 1IL 43 F Supp 878
Reversed 320 US 680 . - 46 F Supp 675

S 319 usS 739
321 U s 802 Rehearing Denied

43 F s 878
46 F S 675

The Mercoid case began in the Dist, Ct, N.D. I11,, E.D. (1942).
The District Court found the patent in syit valid and infringed
kdw but refused to enforce the patent because Honeywell "has
been licensing others...to manufacture, use and wel | a single
device which embodies within itself two elements”, neither of

which is lndlvmdually covered by the patent which the court

held thefdkeatfgi P& a monopoly.

The Court of Appeals reversed on the an“tﬁa~mﬂ$#er on the ponnt
fthat Honeywel | was using the patent “to G&o éreate a monop-
oly iﬁ an unpatented device”.. 133 F.zd 811.  The Supreme Court
326 us 66t, in.tuﬁn, revePSeé the Court of Appeals finding

the Honeywell-aéts to be “a scheme which involves misuse of the

patent privilege and a vielation of the antitrust Iawé.

"Upon remand, the District Court [ne decisfon is reported but
fhe findings are ééported in an aﬁpeal thereFrq@ ét.l42 F 2d
- 549; see p. SSQJ entered judgment from which this appeal is
taken, vacating.the Finél decree entered by it on March 24,
1942, and Further adjudgfng that Honeywel!l had been mi sus ing

the Freeman patent in restraint of trade, thereby violating
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the anti;trust'laws- particularly'tifle 15, Sectiéns.l 2 ahd.i4g* 
dlsm|551ng tts complalnt, and ISSUIng an anunctlon restraining it
from v!olatlng the antl-trust laws, particularly T¢t|e 15, Sectons
I, 2 and 4. The Judgment also provrded for the recovery of three-
fold damages and attorneys fees and referred the cause to a speczal

mastersassa»

Patent Key 191 to 207

Lecithin® .
American bext+dtrin Co. v. Warfield Co.

105 F 2d 9+8209(7 Cir., 1939)

Cert. dismissed 335 UsS & 855
Cert. denied 335 U S 892

On appeai from D.C.N.D. Ill., E.D. 23 E. Supp. 326

In thls action plalntlff sought damages For lnFrlngement
of its patent which relates to a process-of making chocolate con;.
fectionery in which'"[ecithin" is added to retard graying.. All
cla:ms relate to the‘same general sugJect matter. Lecithen is net
clalmed as such and pialnt|FF did not in Fact practlce the process of
the patent but did sel! lecithin to others who did, the net eFFect

being (p. 211) |
. the pbractical equivalent of granting a

written license with a condition that

the patented method may beﬂzgégucnly with”

lecithin ?urchased from{plaintiff]...

#the sakesole purpose to which the patent

is put” being "to suppress competition in the

production and sale of staple unpatented material for”

* Section 3 of Clayton Act ‘ _ ~ use in chocolate making.




- facts are not in dispute”, on the basis that certain clauses in the "leas&3s”
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The plalntlff's method of doing busuness had only one purpose, the

doing by 1nd1rectton (empha51s suppllad) what was prohibited dlrectly....

\ 105 F. 2d 207 ~ Shepard 1/5/66
Cert. den. & 308 U S 609 - (in part)

CC 94 F 2d 729 '
CC 42 1270 33 976
App from 42 F.Supp. 270 Patent held invalid in this the second case

CC !28 522 ' 31 FS 108
CC 19 FS 294 a 876
: . L.C. 32 696
S 38 PQ 34 978
' - 41 263
Morton Salt 969 . 42 134
- (7) o 766. 43 696
133 - - 806 - 52 ‘568
| 811 _ : . 477
815 66 349
144 500 02 723
86 - 284 : ' ' : ‘e
369 _ ' _
-194 ' . 382

A First Circuit case; B.B. Chemical Co. va Ellis, 32 F., Supp.
Galfirmad e USS. 45 -
690 (D c.D. Mass., 1940), affirmed 117 F 2d 829, is similar to and cites

7.
' opcuoa < f"w Cour) of P ,.,,,&s, ‘A
in the concurring 97rrw«nqn the Amerlcan Lecithin case, but the maJorrty

chc:s:on is based upon cohtrlbutlng vs. direct rnfrrngement.

In Chlpleﬁs, Inc. v. June Dairy Products, Co. 89 F. Supp 814
(D.C.B.N.J.) the cda;t dismissed ﬁiaintiff’s'infrfngeméﬁt suit on
summaﬁy'jﬁdgﬁent on thé.basis of certain interrogatories and the snswers,

admitted true copies of license agreements and two depositions since “the

violated the express provisions of |5 UfS.C.A. 14 (Clayton Act)
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Shepard |/6/66.in
cC 141 FS 118

291 F 2d 575
144 _ 767.
155 880 -
16l 542
242 FS 797.

United States v. American Linen Supply Company, 14! F. Supp. 105
D.C.N.D. III., 1956

P. |l5 | (l)t shou!d be noted that. Sectlon I of The Sberman Act con-
" demns restraint of trade whether efFected by means of contracts or by
means of a consp:racyf- The contractual arrangement oF a sell?r with
his customers may cénstitute an offense.undér Sédtiqh 1 withoét the
element of.conspfﬁécy. See; for example, International Salt 4 v. |

United States, 1947, 332 U.S. 392 ....

Action by U.S, under 15 U.S.C.A. Section 4 and 25 (Sherman Act
Section 4 and Clayton Act Section 15, respectively) for relief against
violations of 15 U S.C.A. | and 14 (Sherman‘Acﬁ Section | and Clayton

Act Section 3, respécfively)

P. 110 Defendants were charged WIth having required Jobbers as a
condltlon to obtaln:ng paper towel cablnets contaln!ng patented mechan:sms
to purchase thelr total requirement of paper from defendant, ALSCO.
Government'pesifion was that such action had offended the provision of
Sections 3 of:fhg'Clayton Aét, I5 U.S.C.A. 14, 38 Stat. 731, which reads

in part as follows:




(5)

"1t shall be unlawful for any person
engaged in commerce, in the course of
such commerce, to lecase or make a sale

or contract for sale of goods, wares,
merchandise, machinery, supplies or

other commodltles, whether patented or
unpatented¥*¥*¥on the condition, agreement
or understanding that the lessee or pur-
chaser thereof shall not use or deal in
the goods, wares, merchandisem machinery
supplies, or other commodities of a com-
petitor or competitors of the lessor of
sellor, when the effect of such leases,
sale, or contract for sale or such con-
dition, agreement or understanding may be
to substantially legsen competition or
create a monopely in any line of commerce.”

Walker Ppocess Equipment Inc. v. Food Machinery and Chemlca!
Corp. 86 S C 1 347
382 us 172
335 £ 1l 375 (9cn.,/465) Ww
The enforcement of a patent procured by fraud on Rarke
Patent Offlce may be xkmiamking violation of Sherman Act and treble
damage provisions of Clayton Act would be available for an in-
Jured party. 7 .
Sherman. Sect. 2----15 U.S8,C.A. 2
Clayton ” 4 15 U.S.C.A. 15
Oct;'Term 1965

"On Certiorarl 7 Cir., 1965, see 335 F. 2d, 3I5.
| | ﬁ?nﬁgriwd’amdveenﬂﬂndhi

P. 174. Defendant alleged platntlff had sworn before Patent

Office that‘ of patent was not in use more than one year

prlor to filing of panent application, whereas plaintiff %es a
o . & N

party to prior use Wfﬂfﬂl such time”., Reversed and

te enable fact determination on anti-trust vielation count.
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iﬁ the matter of public wrong in anti-trust cases deéling
with Sherman Act | and 2 violations, and Clayten Act treble.damagek
provisionﬁl_No case yet .on applicabilify to Section 3 of Clayton
"Act. The basic case is Klor’s v. Broadway-Hale Stores, 359 U.S. 207
(1958) which is vague and was misconétrued by seme counts. Later
case. Radiant Burners v. Peopies:Gas Co. 364 U.S. 656, the court
clarified the issue. The Seeenth Circuit Court of Appeals had held;
273 F. 2d 196, at page 200, that “public injury was nét'allegedj)and
the dismissal by-the distrfct c9unt was affirmed. The Supremé Court
in reversing stated (p. 660):
Therefore, to state a claim upon which
relief can be granted under that Sectiong
(Section | of Sherman Act), allegations
adequate to show a violation-and, in a
private treble damage action, that plain-
'tiff was damaged thereby are all the law requires.
See, alse, Simpson v. Union 0il Co., 377 U.S. L; (!964), brought under
Clayton Act, Section 4 and Section | and 2 of the‘Sherman Act, where
the Court noted atfp.liéz
“There is em actionable wrong whenever the
restraint of trade or monopolistic practice
has an impact on the market; anda't matters |
not that the complainant may be“%hné merchant %
citing 359 U.S. 213 4 |
364 U.S. 656 _
352 'U.S,. 445)Lé55"‘-(';'f
I am bethered by the words “to substantiallylessen competition
or tend to create a monopoly in any line of commerce,” in Section 3

of the Clayton Act. Does the “or” suggest alternate situations?

Note in 141 F. Supp. 105, Supra, at p. 110, that the Court mentions i
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"the requisite effect upon interstate commerce”. Do the later
Supreme Court decisions change this since no mention is made of an
"effect upon interstate commerce” merely “to substantially lessen

competition or tend to create a monopoly”? It is net analogous to

the Radiant Burner case wherein the court comments at p. 660 that

Congress (has) determined its own criteria
of public-harm...

See '32§ F. 2d 567, p. 570 for the need to plead a.lessening éf
competitioﬁ for Clayton Act Section 3 actioms. | am bqthebgd mainly
on the matter of summary jud§menf in thié connection. Iﬁ the ab:
sénce of any decisiéé directly in poiﬁt, ré]iance.may be placed upon
Xthex®x the Simpson decision previously noted and pavtfcuiarly on the.
quofed'portion that there is actionable wrong even though “the
complainant may be one person” even though the case may.be said to
apply.to Sherman Act cases oniy.' And one could almost take that
question to the Supreme Court gndér 28 U.S.C.A. 1292 (a).(l) or, per;

haps.(b).




From Bob Shaw 1/9/67 re Pfizer
Two cases in the 7th Circuit on the matter of misuse may be

of interest depending upon the facts as you know them.

A copy oFimy notes for each case is attached. In one case
involving Pfizer it was found that the plaintiff had procured
an infringement by a friendly purchaser in Illinois upon the
pFomise that suit would.not be prosecuted in the event the
manuFécﬁgrer did not defend and court found misuse and refused

to enForce the patent for that reason.

in the second case, the District Court-Fbund.thét the applicant
for the patent had not disciosed to the Patent Office the best
apparatus for the inventive concept therein disclosed. For that
reason the court rgFused to enforce the patent agéinst the in-
fringer. In this connectign, we wonder if the failure of the

| pétentee (%p disclose sto the office the tﬁin boom con-
struction was not a failure to disclose the besf form of the
invention.since, as we understand, the appficant is now using
solely the twin boom construction and takés the position now

that this was known prior to the application for the patent.
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U.S, Gypsum Co. v. Nat. Gypsun Co. 352 U.S. 457, 465

_".jt ié now, of coﬁrse; familiar law that the courts
will not aid‘é-patent-owner who has misused his pafeﬁt#l
to recover any of their emo!ument aécruing during the beriod
of misuse or fhereafter;until the.eFFects of such misu?e have
: Been dissipated, or'"pufgedﬁ as conventional saying goés

Citing 314 US 495

329 394
329 402

3ZQ ' 680
The rule is an extension of the equitable doctrine of

"unclean hands” to the patent field.

On matters of summary judgment in anti-trust cases, See 339

s 959 and 960. There apparently no printed decisions of L.C.




B; B. Chemical Co. v. Ellis

315 U.S. 495 ' _
117 F. 2d 829 affirmed (1 Cir., 1940)

32 F. Supp. 690 (D.C.D. Mass., (940)
(Companion case handed down on same day as Morton Salt).

Plaintiff, the owner of a precess or method patent for
the application of reinfor?ing.iﬁsojes, and who authorized manu- -
facturers to use the method Only‘wiﬁh materials furnished by plaintiff,
sued defendant, one who supplied ma;ufacturers with_matérials‘for use
by the patented method

P. 497 Petitioner has not granted to shoe manufacturers, or asked
them to take written licenses. The court below held that
petitioner’'s sale to manufacturers of the unpatented
materials for use by the patented method operated as a
licensee to use the patent with that material alone and
thus restrained competition with the petitioner in the
sale of the unpatented materialsuss -

Carbice Corp. v. Am. Patents Corp.

283 U.S. 27 (1931)

P. 32 The attempt to limit the licensee to the use of unpatented
: materials purchased from the licensor is comparable to the
attempt of a patentee to fix the price at which the patent-

ed article may be sold

P. 32 The owner of the patent tin suit might conceivably secure a

: ' {imited monopoly for the supplying not only of sold carbon
dioxide, but also of the ice cream and other foods, as well
as of the cartons in which they are shipped.

P. 34 The present attempt is analogous to the {se of a patent as
an instrument for restraining commerce which was siarR con-
demned under the Sherman Anti-trust Law, in Standard Sanitary
Mfg. Co. v. United States, 226 U.S. 204 204

4 In such cases, the attempt to use the patent unreasonably
to restrain commerce is not only beyond the scope of the
grant, but also a violation of the Anti-trust Acts. Compare
S 3 of the Clayton Act...
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Leitch Mfg. Co. v. Barber Co.

302 U.S. 458, 460, 461 (1937) -

(' The patent in suit was a process patent relatlng to the application
of an emulsion used to surface roads)

For the method of so retarding evaporation .

The Barber Company acquired the process

patent sued on, and seeks to use it to se-

cure a limited mohopoly in the business of
producing and selling the bituminous material

for practicing and carrying out the patented
method. The company does not itself engage

in road building, or compete with road con-
tractors. |£ does not seek to make road builders
pay a royalty for employing the patented method.
It does not grant to road builders a written
license to use the process. But it adopts a
method of doing business which is the practical
equivalent of granting a written licenseus..The
Barber Company sues as contrlbutery infringer

a competing manufacturer of this unpatented mater-
ial who sells it to a road builder for such use.

inited States v. Slnger Mfg. Co.

374 U.S.

quoting from United States v. Parke, Pavis & Co. 362 U.S. at 44

"Whether an unlawful combination or consplracy
is proved is to be judged by what the parties
actually did rather than by the words they used.”

376 U.S. 225
11l Ed 2d 661

See, also

American Secom [~ Co. v. Shatterproof Glass Corp.

268 F, 2d 769
(3 Cir., 1959)

154 F. Supp. 890 (D.C. D.Del. 1957)
(See, also 166 F. Supp 3l3)

Pol|Cy oF plaintiff to grant license under one or more of
its patents only if license were taken under all patents
at a fixed royalty was misuse #f the patent and motion for

summary judagment by defendant was granted.
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k The Court of Appeals in affirming the lower court in 154 F.
Supp. 890 noted that
we are not unaware of the principle
enumerated in Kennedy v. Silas Moran Co.

1948, 334 U.S. 249..

on the matter of a more complete record as a basig for decision, con-
cluding that the
techniques applicable under Rule 56 have
been applied properly and are sufficient
to afford a firm basis for our decision.

American Photocopy Equipment Company Ve Rovaco Inc.

359 F. 2d 745 (7 Cir., 1966)
Appeal From D. C D.D. !II., E.D.
In reversing the lower court, the Gourt of Appeals found that
a royalty #€ equal to 6% of the retail sale price of the machine sold
. L T L I
thereunder%jfﬁhere plaintiff and lq'companles, licensees, account for
ya , .
the majority of such machines sold in the United State§,is "exhorbitant,
oppressive” and
that the district court record now before’
us reveals a violation of the anti~-trust
laws and requires the denial of such-in-
Junctive relief as was granted by that court.
(1t should be noted here that the 6ppressive nature of the royalty
affected others and not the defendant here, Thus, if the U. of I,

extracts an "oppressive” royalty from Jerrold, B-T could complain since

the public is harmed).
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Newburg Movie Co. v. Superior Movie Co.
105 F. Supp. 372 (D. C.D.N.J., 1952)
Where plalntlff llcensed two of Flve concerns in the field %xrd ln
an agreement which entttled plaintiff to fix prtces) the patent

in suit was held not enforceable because of plaintiff’s misuse

thereof by violating the anti-trust laws.

SUMMARY JUDGMENT in Anti-Trust Suits

United States v. Gypsum Co.
340 U.S. 76 -

A summary judgment, under Rule 56, was permissible on remand.
United States v. Frasnov
143 F. Supp. 184 (D.C. E.D. pa., 1956)
Aff’d 355 U.8, 5
Rehearing denied 355 U.S. 908 _
Rehearing and modification denied 355 U.S. 90l
Actioh by United States under Section 4 of The Sherman Act,
15 U.S.C.A 4, I and 2 against six defendants, tino(Comfy and Sure-fit)
of which manufactured some 62% of the slip covers manufactured in the
U.S., the two haVIng entered into a cross-llcens:ng arrangement in
which defendant Eomfy (1) would not license others under.lts(Oppgnheimeh)
patentr(Z) would set prices to be maintained and (3) would share
litigétion costs re Oppenheimer patent.
PP 193-4 They (defendants) recognized and took full advantage of the
' almost universal aversion of a retailer to patent litig-
ation and their suits were brought for the purpose of having

the retailer discontinue a competitor’s line and adopt
tHEirSu--n
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P. 197

There can Be no doubt that summary judgments are as

applicable to actions under the Shermén Aét as they are to any other
‘type of actions, legal or equitable. XXEE¥IX¥EN )
Associated Press v, United States, l945, 326 U.S.-l, 65 S.Ct..l4l6;.
89 L. Ed. 2013; Moﬁton Salf'Co; ve G. S. Suppiger Co. 1942, 314 U.S.
488, 315 U.S. 788, 62 S.Ct 402, 86 E. Ed. 363; International Sale Co.
v. United States, 1947, 332 U;S.k392; ¢8 S.Ct. 12, 92 L. Ed. 20;
United States v. United Sta£e$ GypSﬁﬁ Q§5,3l950, 340:U.Sg 76, 71

S. Ct. 160, 95 L. Ed. 89.... " |

P. 190. |
' The Court granted plaintiff’s motion for summary judgment on

the basés ;1 evidence Foundfin (N writtenégreements?Betwéen the
respeétive partieS'(2) admissioﬁs in tﬁé pléédingé (3) sworn complaints
and énswgrs in qthef suits in other'couFts?Erought by defendants in
defense of their patents against usually weak retailers and otherS
all of which were settled prior to a trial%én the merits (4) ad;
mittedly‘authentic document iﬁcluding corresbendence between defendants,
inter office veouchers, bills, etc.

Summary judgments are as applicable to acfion under Sherman
Act, Section | et seq. of Title I5 as to any other type of action,
fegai or equitable. Gold Fuel Service Inc. v._Eséo Standard -0i | Co.,

D.C. N.J. 1961, 195 F. Supp. 85, Affirmed 306 F. 2d 61, Certiorari

denied 83 S. Ct. 506, 371 U.S. 951, 9 L. Ed. 2d 500.
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(The écuﬁf F0und,.in essence, that dealers Had.te cérry -
the preformed deadends covered by patent No. 4 and what plaintfff
did was refuse teo seli_the dead ends Qﬁless:othér proaucts ﬁere
purchased,)
,fp; 278 (This) Gse of an eﬁélusive dealing arrangement:violatéd
Sectlon 3 oF the Claﬁnn Act. |
f’ On the basas pf the Flndiﬁg.eF.pléiﬁtifF's_misuée of patent

/W\

lp the lower court-decision.at pége'789, it is stated:

4, it was properly denied relief for infringement....:

In support of its contention, defendant relies

in part upon testimony of P, H Schless, ‘$Feasurer

and Sales Manafer of plaintiff who. stated on cross-
examination that it was plaintiff’s general policy not
to sell to distributors or dealers unless they =mas
agreed to sell plaintiff’s products exclusmvely.

(1t is rek to be noted that exclus;v&ty
as to “sales representattves is not

within the restriction of the anti-trust
laws p. 789; see also p. 790; p. 792) '

f/p. 792. 'The'cohditions.uppn which p!aintiFF.sold its goods to
/ disfribﬁtcrs was as effect;ve in Eestraining cempefition'as the
'comprehensive'Fdrm-oF;thé wreitten contracts in Russell. Nor is it
matehiai that-blainthF has no.written.contra;ts with distributoés.

% % %

In the case at bar plaintiff methods of doing business were

the means employed to secure a limited monopoly outsade the scope
oF Patent No. 4.

Thus in the Preformed Products case it was suFFicient that

deFendant preved that plalntlFF' ”metheds of doing busfnessﬁ;ere the

means employed to secure a i:m:ted donopoly out5|de the scope of
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Patent No. 4”7; and the methods related to its gxclusivity-ébrangement
with its "distributors”, it being.ég%ateriai that the plaintiff had
“no written contracts with distributors”; “plaintiff’s general policy
not to sell distributors or dealers unless they agreed to sell plaintiff’s
products exclusively”, was sufficient.
It is further noted at 225 F. Supp 793 that:
To establish plaintifffs violation of
Section 3 of the Clayton Act defendant
relies upon the same facts that con-
stitute misuse of Patent No. 4.
The Court (in the appeal decision) noted. its agreement with the District
Court finding that "plainfiff misused its patent monopoly and violated
Section 3 of the Clayton Act by the tying arrangemenf.”-
‘The lower Court failed to axmid award damages from the Clayton Act
violation, however, stating at p. 794:
1t is not the policy of the faw to permit
an unreformed plaintiff in a patent case
to recoup damages while misusing a patent.
Nor is it consonant with justice to permit
a defendant in such case to recover damages
under the Clayton Act while he retains the
profits of his own tortjfows conduct as an in-
fringer, especially where no showing is made
by the defendant that such profits are less
than the damage, if any, caused by plaintiff’s
violation of the anti-trust law.
Another case of interest, since the facts parallel somewhat
the facts of the present case, is Baldwin~Lima-Hamiltoh Com. v.

A ' :
Tatna!& Measuring Systems Company, 169 F. Supp | (D.C.E.D. Pa. 1958), affimmel

affirmed in per curiam decision 268 F. 2d 395, cert. den. 361 U,S. 894




‘which constituted both “a license and a sales contract, although

but plaintiff (p. 30) established a policy faf for the marketing of

(12)

In the Baldwtn Lima case, plaintiff marketed certain “hand

wire strain gages under Slqpns pateﬁt under agreements each of

7

it is designated a "license’” which the court found to be acceptable

P
the gages which compelled anyone who deSired to use the Simmons géges
as an element in an apparatus of a type manufactured by_BaIdwind or

by its licensees, to buy the apparatus from Baldwin on;ité licensees,
regérdfess of whether similar apparatus could be obtaiﬁe&lFrom otger
manufacturers. To illustrate, if anyone desired to'use-%‘Simméns gage
as an element in a load cell ﬂﬁ device for weighing aiﬁpiénés) he could
do so only'b& purchasing both the load cell and the gage From Baldwin.

The Court states at p. 31: "By its marketing pellcy (empha5|s

P

aéded) of the gages Baldwin has been able to reduce or;eljplnate the
competition which and and its licensees might otherwise ﬁa;e encountered...

(The policy) constituted a misuse of the Simmoné pafent. - That
misuse f%“w the enFmrcement of the patent...regardless oF whether the
"tying” practices resulted in a V|o!at|en of the ant:-trust Iaws.

| ® % %

The action must theréfo;e be dismissed notwithstanding the fact
that the Simmons paste patent is valid and infringed.

| O0f further interest ié Waco Poster Corp. v. Tubular Structures

Corp. of America, 222 F. Supp, 332 (D.C.S.D.Cai. C.D. 1963), wherein

the court saysv
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//g;re, the agreemeﬁf used by plaintiff Fequirés the.,.distribufors not
to combete with products which the distributor is permitted teo sell or
Mébyjfrent by the distributors by agreement...(l)t is clear that even a
mere restriction on competition with the patented device itself is
sufficient to const&tute a pafent misuse.
A
A shéwing'of actual %dnopoly or tendency to create an actual
monopely in a Iiﬁe of commerce which is required té show a Clayton Act
violation, 15 U.Sf C.A. S 14, is nét required tb show ﬁatent mfsuse;
#£ it is sufficient to show the restrictive agreements which tend to
suppress competition with or by ndn-patente& articlés. It ié enough
that the_agréement-in the abstract pushed in the directién of monopoly'
oF'non-pateﬁted articles... ..
o %
The deFen§e£ once estag|fsged, does not require any more balancing
of thé bﬂblic interest; once patent misuse has been waﬂ, the public

(CMmphas s 2 Lts) '
interest already requlres that the action for infringement of the patent

_\g?ust-fal[.

It is believed that the Foregoiﬁg approach will find a ﬁore
recepti;e ear than will the matter of harassﬁent of customers, notices
re infringement and the like; although it is believed that the other
factors may, with merit, be added as Fubther misconduct or misuse. At

any rate the cases immediately to follow herein relate to misconduct on

the part of plaintiff.
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In Briggs v. M. & J. Diesel Locomotive Filter Corp., 228
F. Supp. 26 (D.C.N.D. 111., 1964) affirmed 342 F. 2d 573 (7 Cir., 1965),
the Court found certain patents of the plaintiff valfd and infringed.
Attention was then turned to defenses reiafing to f#arious types of
misconduét onkthe ﬁart of p!aintifﬁ The Court stated at pp 62-3:
..Defendants urge various.types of mis-conduct on thé pért_oF
plaintiFf} " They urgé, first, that plainthfs are gui]#y‘éf‘ﬁisconduct
beﬁause 6%‘§news release... | G
.Tﬁe‘news release, which is quife suhcinct,_ié éétf;eiy factual
én& acéﬁrate... | 2
DeFendant s rely upon Pe%ey Horlzontal Show Jar Co. v. Ander Co.,
292 F. 858 (7 Clr., [923), as holdlng that it is lmprqpeqéto try patent
cases in-the newspapers. That case is infpposite. Theif@preper and
unfair pﬁacticeslfound invélved grossly fake and misiéad{ng advertising.
This misuse raised by defendant should not be belabored, becéuSe
of its iack of merif. If is appropriate, however, to r;fér to the
opinion of Judge Learnea Hand in & Gillmax Stern, l|4_FfEZd 28 (2d Cir.,
1940), Cert. denied; 311 U.S. 718...(1941) in which heiheld.that
certain # partially untrue'aavertising concerning the lffigatioﬁ,-the
importance of which was trivial, did not establish miscoﬁduct.on the
part of plaintiss. Judge Hand stated in that dﬁinion:
| ﬁThe defense is rather a scurvy one at
best, and we are not inclined to lend it an
auspicious ear in the case at bar. Of course,
a person seeking a court’s aid may have so con-
" ducted himself that his case reeks too much for
any court to entertain it...Ne. matter from whom

it learns the facts. But ordinarily this is not
s0; ordlnarlly he has merely made some venial
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‘misstatement which influences nobody;

then the defense sits especially ill in

the mouth of one who is himself an offender,
and » one seeks by recrimination to continue
his invasion of the other’s rights, and to
avoid restitution. Particularly in actions
on patents it has become the favorite gambit

~of infringers; they pick over the patentees’
advertisements--often, it is true, not drawn
with scrupulous nicety, as advertisements
seldom are--and find, as they frequently can,
departures from the unvarnished truth. These
ought not to give them their escape”

A finding simflar_to the above was'made in a trade-mark éase;
Lucien Lelong, Inc. v. Dana Perfumes, 138 F. supp.'575f(b.c.N.D.r:|. 1955)
@videntiy no appeaf) o | |
The court distinguishéd the cases-?éﬁg?/Horizontal Show Jar Co. g.v.
Ariden Co., Emack V. Kane, C.é. N;D; I!l; 1888, 134 F 46, and Maytag
Co. v. Meadows Mg, Co.y 7 Cirs, 1929, 35 F. 2d 403 since defendant
“nowhere fn.its pleadingé, prBéF; oﬁ-briefs has chavgéd that lelong acted
in bad faith in sending out thg_}nfringement warning” and the “record...
contains mothiﬁg that indicatég bad Faith.”
The Court tﬁen noted:

The mere fact that the same notice was sent
to 5000 customers and printed in three trade

- journals does not establish bad faith...lt is

. immaterial whether the notice is given directly
to -the alleged infringer, its customers or a
trade -journal...The right of the holder of a
trade-mark, patent or copyright to warn others
of infringement does not depend upen the validity
of the trade-mark, patent or copyright so long
as the holder believes his claims are valid.

" The Lucien Lelong case is guoted copiouéfy in Spangler Candy Co. v.

Crystal Pﬁre-Candleb., 235 F. Supp. 18 (D.C.N.D. I11. E.D. 1964)

gFFiPmed 353 F. Zd_ 641 (7 Cir., 1966) another trade-mark case. The
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Court Found in Sgangler Candy that _

”Slmultaneously wrth the Flltng of the
complaint....Spangler issued the folldwing
1press_ng*gast release to-sixteen trade journals...

Defendant moved to strike the complaint and the motion was denied.
Plaintiff then issued a second press release to-éikteén trade
journals which read in bart‘as follows:

_"Spangler;..ccmﬁiaint...uphéld ?XXEE&&KH.'
BREXEXKEXEM by Federal Court in Chicago.”

PL éecond press release was tiﬁed to be published afﬂtimé of natiQnal

convention. . Plafntiff i ssued néws_bu!letin.to répre;éntétiﬁes period-

ica!ly and these repreSenfatfvesrdiSQUSQEd the pendiéé jitigétion

with_bu&ers. | 5
The.Céurt_Found however that

4. The press releases accurately descrlbed
' the information reported

5. There is no evidence that plaintiff’s
representatives did more than inform
customers of the defendant that there
was a suit and inform the customers
that" they might might become invelved
as withesses. .

"~ 6. There is no evidence that the plaintiff
" acted maliciously or in bad faith; there

is evidence that the plaintiff acted in

good faith to protect its own business.

Q—Tips, Ince v. Johnson and Johnson, IOS F Supp. 845 868
.(D.C;D. N.J., 1952} it is stated thet

Defendant relies'upon four cases to establish
its contentions &xg& Circle J Products Co. v.
Powell Products, 7 Cir.r 1949, 174 F. 2d 562;
Maytag Co. v. Meadows Mfg. Co. 7 Cir., 1930,
45 F. 2d 299, certiorari denied, 1930, 28I
U.S. 737+4.; Palldy Horizontal Show Jar Co. Ve
Ander Co., 7 Clr., 1923, 292 F. 858 and
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(l7)i.

Dehydro, lnc. v. Tretolite Co., D.C.N.D.
Okl. 193}, 53 F. 2d 273. In these cases
not only were the patentees’ statements
false, but also their circulation was
widespread. {Court held here that plaintiff
was not barred).
But see Circle S Products Co. v. Powell Products, 174 F. 2d 562
(7 Cir., 1949) (evidently this no printed decision of District Ct)
"Prior to Febﬁuary 24, 1948, deFendants;_pafentee,

threatened and warned plaintiff’s customers that they would be sued

for patent infringement...the...warnings, notices:andjﬁﬁweété of

patent infringement...were not made in good faith beéhdéw;dé?endants

owned no patent...
¥ ® %

“On February 17, 1948, defendant sent a notice in writing to

all théir dea!eré throughout the country that the PaﬁentiOFFice
was issuing‘a patent on the.Pewelité,-that 'éuitablesfé%s will be
taken to eliminate'anyland all lights which are'on.theiﬁ;rket today
and which inFrinée-upon this Powel ite patent', and tﬁafihefendant's
attorneys would ‘file an injunction suit in the United;S%ates District
Court against the CHicago manufacturers.’”

These findings, in our judgment, furnish ample support for the
conclusiqn that the aefendants were guilty bF unfair competition.
See also, Celite Corporatioﬁ v. Dicolite Co., 96 F. 2d 242 (9 Cir.,
1938) in which the following is éaid:
Bad ?aith is_aﬁ essential é!ement in thercharge of unfair competition

where such charge is based upon claim of patent infringement and

threats to take action based on such infringement. E Mack v. Kane,




(18)

C.C. 34 f 46; Allfancé Seéurities Co. v; Devibiﬁs Mfg. Co.,
6 Cir., 41 F. 2d 668; 0Qil Conserv. Eng. Co. v. Brooks Eng. Co.,
6 Cir;, 52 F 2d_783, 785; Aﬁerican Ba!ilco..v._Federal Cantﬁidge Corp.,
.8 Cir., 70.F 2d 579, 98 A;L.A. 665} Aft Metal Worker v,lAbraham &
Straus, 2 Cir., 70 F. 2d 641. |
* % 8 :

Where ho[der'oF patent'éttempgsgto destroy a competitor by
threats to bring infringement suits ag%inst its customers..;a.long delay
in bringing fhe suit is e?fdénca of baa Faith in the campaign of
intimidation as justifies a finding'éFfmalice..; | |
(L.C. affirmed on.Ffﬁding_Foh defendant on unfair competition)

It is quite clear, therefore, that the "unclean handé"_doctrine
is not tﬁe basfs for decisions on misuse, if fér no other reason fhan
fhat the defendant, an alleged wrongdoer; is not iﬁ any position to
- complain; and, further, the courts are‘bound by terms of public policy
to decide §h patent validity in a patent suit, although thellatfer
eéu#se fs not always followed. It is.only, then, those acts of
plaintiff which seek tgzenlarge the béfent érant, thaﬁ are frowned upon.

by the Courts, since such enlargement runs contrary to the public interest.
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Cases granting Summary Judgment on defense of misuse

Berhgﬁbacﬁ v. Anderson and Thompson Ski Co. 329 F. 2d 782
BEXX328 379 U.S. 830, Cert. den.

" (evidentally no L.S. printed decision)

1-_,,‘() Ln"ﬁzi 5 ]

Where plaintiff had entered into an agreement with a third party,

which agreement included a clause that third party would not purchase
from any other source than plaintiff certain goodscovered by.tbe RARRRE
patent in suit, the agreement constitytes a misuse which bars plaintiff
from maintaining tHe ﬁatent suit and.there is no need to prove a
substantiél Iessening of competftion as a brerequisite té maintaining
such suit, citing Parkfln Theatres Q; ParamountfRichardé Theatres,

90 F. Supp. 730 (D. Det. |950),_éfF’d 185 F. 2d 407; Wéco-Porter Corp.
v. Tubular Structure Corp;,of America, 222 Fe Supp. 332.(S.D. Col., 1963).
69 C.J.S. 903 (Section 313) |

As a genenar rule, the court will withhold relief in a patenf_inFringe-
ment action where the patentee and those cléiming undéréhim are using
the patent prfvilege contrary to thepublic interest, régérdless of

whether the particular deféndant has suffered from misuse of the patent.

Patent Key 283 (1)

69 C.J.S. 901 (Section 313)

Also, a patentee who uses the name of a court, in advance of adjudication,
to harass or obstruct a rival comes into court with unclean hands (citing
H.W. Peters Co. v. MacDonald (D.C.Conn.), 5 F. Supp. 692, reversed on
other grounds 72 F. 2d 670; Johnson Laboratories v. Meissner Mfg. Co.

98 F. 2d 937 (7 Cir., 1938).
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In the Johpson case the court found certain circulars boastfql'but.
not suFFicientiy 50 tb ‘warrant the misuse_deFehse. The_cduht at

_ PR
pages 948-9 quoted from an earller 7th cnrcuut deC|s|on ﬁﬁ:&&?
Herihwfebf | | |
ﬂHouzuv+et how Jar Co. Ve Arldor Co., 292 F. 858, 859 " as falilows:
"The practice of trying suits in

newspapers or circulars, in order to scqre

or daunt competitors, is pernicious and

apparently growing. While courts are always

open to protect patentees or manufacturerss

who have established a business which is be-

"ing unfairly assailed, they cannbt'permit or

sanction the use of the court’s name, in ad- _

vance of adjudication {(or FW@S&Wy aFter adJud—

lcatlon) to harass or obstruct a rlval.- A

patentee who resorts to such practices comes

into court with unclean hands, and on.that

ground alone will be denied the relief to which

he otherwise might be - entlt!ed.”

The Court then continued:

Qgilﬁbv “The' proper forum for the trlal oF legal con-~
"~ troversies is the court, not in futile corre-

spondence making threats beyond claims of legal
rights of the parties. When suits are threatened
upon patents not asserted in suits; thereafter
brought against others, the court is justified in
conciudlng that there was some ulterior motive
in the action. Maytag Co. v. Meadows Mfg. Co.,
7 Cir., 35 F. 2d 403; A. B. Far uhgr Co. v.
National Harrow Co., 3 Cir., 102 F, 714, 49 .
L.R.A. 755. -
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ey

_Maytag Co. v. Mesdows Mfg. Co. .35 F. 2d 403Ta40758 (Cir., 1929)

e

e
e

“-,. ;‘:5

Cert. den. 281 UfS 737
See aiso 45 F. 2d 299, cert. den..283. U.S. 299 same parties

281 U.S. 737 ~ ) Same case
283 843 45 F. 2d 299) * "

Plaintiff’s nepresentatjves in 1926 stated to déaleré that

pi#intiFF was about to sue deFendant;.that defendant would not be

in business loné; plaintiff never did explain to tré&e the nature

of the litigation againét defendant; customers were ééid that
defendant’s machine was no good; that it was in cdurt: that -
defendant was to be-in-troub!e; that it was being sdéé for in-
Frinéeﬁent of patents; that defendant would soon be'éutroF business;
that customers would not bé éble to get parts; that &éfendant

had copied piairkissx plaintiff’s patent in making.machines and that
there were twenty-six suits pending against_appellee’é.product.

After suit was filed plaintiff’s representati?es told

‘customers that defendant was paying & royalty to plaintiff;_

defendant hadx imitated,_édpied and infringed Maytag patents;

‘that khayx there was an injunction against defendant; that soon

customers could not get parts.or repairé; that déFendant Financeé
were weak; that Efs saieshen were here tdday and'gone'tommorrow;
that defendant was new and inexperfénced; that 1t had é smajl
factory; that it had no factory; etc.

As.a resplt defendant’s customers began to dﬁob away and
to demand security.

The Court of Appeals affirmed the lower court decision. The

‘relief is noted in 45 F. 3d 299, at 300, as foflows:
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X,Maytég;Coj;vngeadows.MFg. Co. - 35 F. 2d 403, 407-8 (7 Rir., 1929)
Cert. dan. 281 U/ ' S -
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In Maytagvv._Mea&OWS Mfg. Co., 35 F (2d) 4;3, we'a%FiEmed

an inféglécﬁtory decree of the Disthjgt.Court,'denyiqg plaintiff's.
brayeﬁ_fqh reEief andlfindingftaat defendant.héd suéfained.the
-aigeg%tioné fn its answer, pbaying; as aFFiEmé£iVe belief, an fnr
'juanidﬂ.enjbiniﬁg plainfiff'#rﬁm cfrculating_th#ougﬁ@ﬁt thé
_couﬁtry deFamatery propoganda. _ | . -

It is- Further noted in the Iatter ‘case that deFendant
_was.entitled to damages which a master had Found on remand to
..amqunt to $soo,ooo (reduced by ¢ oF A to $25o 000 )isee 45 F.
2d at P 300; B
Coﬁrt refused Summary Judgment

Hardinge Company, Inc. v.-Jones and Laughlln Steel Corp.

164 F. Supp. 75
Hoague Sprague Corporatlon v. Bird & Son

9! F. Supp. 159

- The Dlversey Corporation v. Charles PFlzer & Co.
255 F. 2d 60 (7 Cir., 1958)

358 U.S. 876 (Pet. for Cert. dismissed under Rule 60) .

- (On appeal from D.C. N.D. 11l. E.D. )  where plalntlFF had

solicited one a[leged'fnfringement-ef plalntlff’s patent by one

of original défehdants, under an agreemenf-fo.dismiss such

‘defendant frem any infringement suit unless other defendant assumed

its defense, the case was.pﬁqpehly dismissed on basis of unclean

.hénds.




(5)
- Flick=Rudy Corp. v. Hyro- Llne Manufactuplng Co.
241 F. Supp. 127 '
AFFlrmed in part (as to "A") 35, F. 2d 546
~ (D.C.N.D. (11, w.b, 1964) -
A, - Plalntlff’s patent is tnva[ld because in WItthIdlng

il‘i‘

specific information on the ’ speCIal too used to finish
the pilot surfaces, plaintiff did not comply with requirement
that appilcant set forth best made For pract1c1ng his: 1nvent:on.

B. The patent is unenforceable because plalntth mlsrepresented

the status of prlot'art "known to pla:ntlfF " to the Patent Offlce.




ln Gray Tool Co. v. Humble Oil Co., 92 F. Supp. 722,
reversed 186 F. 2d 365, cert. &en.,'34l U.S5. 934, Rehearing déh;
341 U.S. 956, the district court granted summary‘judgmeﬁt eﬁ the
basis of misuse of the patent in suit by plaintiff. The appeals
court reversed since nothing "in the pleadfngs,‘or in the ad-
missions made by plaintiff, eétablished as a matter of the law
that it was misusing its patents” and, further, on the basis
the suit "béing.a patent case, this was, under the rules Iaid_down
in that case (166 F. 2d 61), not a case for the use of summary

Ir

judgment procedure....

In Chiplites; inc. v. June DairylProducfs Co., 89 F. Supp.
84 (D.C.D;N.J., 1950)," from which no appeal appéars to have been
taken, the coﬁplaint was dismissed on defendant’s motion for sdmmary
juﬂgment, but in view of defendant’s counter:claim on the issue of

invalidity and infringement, the dismissal of the original complaint

did not result in an abatement of the suit.

Laitram Corporation v. King. Crab. Inc. 245 F. Supp. 1019
{D.C.D. Alaska, 1965)

The court quoted from Berlenbach v, Anderson and Thompson Ski Co.,

- 329 F. 2d 782

"In view of the history and policy of
the defense of patent misuse we find

no merit in appellant’s contentions
that the proof of substantial lessening
of competition is a prereqguisite to
finding patent misuse.”




See Toulmin’s Anti-~Trust Laws,'leume 4, Chhpters 7 and 24

and especially sections %29 and 24.2 re misuse.

See 29 Geo. Wash. Co. Rev. 782 (1961)

(2)

See Kobe, Inc. v. Dempsey Pump Co., 198 F. 2d 416 (IO Cir., 1952)

wherein the court noted at P 425:

The facts...are sufficient to support a
finding that...the real purpose of the-
infringement action and incidental act-
ivities of Kobe’s representatives was to
further the existing monopoly and eliminate
Dempsey as a competitor. The infringement
action and the rel ated activities, of course,
in themselves were not unlawful, and standing

alone would not be sufficient to sustain

a claim for damages....but when considered
with the entire monopolistic scheme which
preceded them we think...that they may be
considered as having been done to give effect
to the unlawful scheme. Aikens v. Wisconsin
195 U.S., 375...The language used in American
Tobacco Co. v. United States, 328 U.S. 781,
809...,.|s appropriate, where lt was said:

71t is not the form of the combination
or the particular means used but the
result to be achieved that the statute
condemns: *¥*¥Acts done to give effect

to the conspiracy may be in themselves
wholly innocent acts, Yet, if they are
part of the sum of the acts which are
relied upon to effectuate the conspiracy
which the statute forbids, theéy come
within its prohibition.”

See Anderson Company v. Trian Products Corporation, 237 F. Supp.

834 where court held to be misuse m an agreement in which customer

agreed to standardize connection d of its product to fit plaintiff’s

product thereby to  avoid defendant’s product.




)

SesxARAEREFRXERMPARY

Bertenbach v. Anderson of Thompson Ski Co. 329 F. 2d 782
(10 Cir., 1964) Cert. den. 379 U.S. 830 | |

In a patent infringement suit & consent decree was
entered agéinst‘defendant puﬁsuant to an agreement whereby plaintiff
gave defendant a non;exc!uﬁive license. Plaintiéf moves to hold
defendant in contempf for non-payment and defendant moves for
summary judgment on basis of misuse of patent‘by plaintiff; the
district court granted.the defendants’ motion. The Court of
Appeals held that where patent by a sales agreement required that
the other party would not manufacture a or distribute & of the
type involved other thén that manufactured by patentee, such
agreement was a misuse of the patent, and the lower court was

affirmed.

See Walker Patents S 405 pp 1569-1579 (Deller éd., 1937), Walker,
Patents (Deller ed. 1962 Supp), pp. 1569-1579.
See F.C. Russell Co. v. Consumer Insulation Co. 119 F. Supp. 19

on misuse by exclusive distributorship agreement.

in Corde* Corp. v. Armstrong Coalbreak Co., 194 F. 2d 376

(7 Cir., 1952) the court reversed the lower court on the basis that
.even theugh a Jéas usedby plaintiff, in connection with patented
apparatus, did not tie-in the use of unpatenfed materials and.
equipment, yet plaintifE’s past “business practice” of leasing

its patented cartridges only as part of a unit together with un-

patented compressor and other components, constituted misuse.




(4)

In Rocform;Corp. v. Acitelli-Standard Concrete Wall. Inc., 151
U.S.P.q 305 (6 Cir., 1966), the court of appeals affirmed a
decision for defendant upon the defense of éisuse found after a

trial on the matter of misuse only.

A defense of misuse of patents will be considered by the
court even though it is not pleaded. Holly v. OUtboard Marine Corp.
241 F. Supp. 657 (N.D. IIl., 1965)

On licenses containing price fixing clauses, see Ngwburgh
Morri Co.,lnc. v. Superior Co. lnc., 237 F. 2d 283 (3 Cir.,
1956), d discussed in 55 Mich L. Rev. 726; 105 U. Pa. L. Rev. 411;
43 Va. L. Rev,, 101; 67 Yale L. J. 700,

Toulmin’s Anti-Trust Law, Vol. 4; Chahter 25, Section 25.4, p. 729:
‘The defense of “"unclean hands: has
been mxkremeiy extensively used in patent
cases where it has been contended that
the patentee has gone outside the scope
of his patent monopoly in violation of
the anti-trust |aws.
fn U.S. va. Univis Lens Co., 316 U.S., 241, 251-2 (1961) the Court

notes that “the particular form or method by which the monopoly

is sought to be extended is immaterial.”

Mercoid Cor. v. Honeywell Co. 320 U.S. 680, 684 (1943)
lt.ae=follows that respoﬁdent may not obtain from a court of equity
any decree which directly or indiréct[y helps it to subvert the

public policy which underlies the grant of its‘patent.
!




(5)

International Salt Co. v. u.s. :332 u.S. 392 (1947) -

The government brought suit te eﬁjoin Intennatiqnal:Sale,_
appellant, from carrying out provisions of leases to the effect
that the lessees would use !nfernational Salt enly in connect:en
with certain_patented machines. The_action was under Section |
of the Shermaﬁ Act. lpon épbellantfs answer and admissions of fagt
.the government moved for summary judgment under Rule 56, the district

court granted summary judgment and the Supreme‘Court_aFFirmed.

See 51 Yale L.J. 1012 and 9 Un. of Chi« L.Rev., 518




Waco=Porter Corp. v. Tubular Structures Corp. of America

(D.C. S.D. Cal. C.D., 1963)

(15 U.S;C;‘ A. 14 (Cfayton Act) -~see notes elsewhere on this case)

P 336; Thys, thé.restrictions on competition are patent misuse,
i.es, the restrictions on the other distributers still in eFFecf.

A showing of actuai monopoly or ﬁendency to create an actual anopoly
in a of commerce which is nequihéd to show a Clayton Act
9iolati6n, 15 U.S;C.A.- S. 14, is not.required to show patent misuse;
it is sufficient to show the restrictiye agreements which tend to
suppress competition with or by‘ﬁon;patented articles. ft_is enough
-that the agréemgnt in the abséractzpusheéfin the diréction of monopoly -
oh non-patented articles; it is not necessary to show: that it creates
or tends to create an actual monopbly. The agreemenfs themselves

tell the tale.

N Angel Research, Inc. v. Photo-Engravers Research, Inc.

23 F. Supp. 673 (D.C.N.D. I11., 1962)
tEvidently there was ﬁo éppeal.)
Plaintiff brcuéhtla declaratory judgment action asserting, inter atia,'
invalidity, nqn-inFringement'and misuse, The cﬁurt found the patent
invalid and not infringed (eithér direct or contributory); The court
then went on to declare in its Fiqdings'of Iaw.
7. The Jones patent is unenforceable by
reason of Defendant’s pre& misuse of
- the Jones Patent No. 2,746,848 and by

reason of Defendant’s acts in vicolation
of the anti=trust laws. '

* 3 3*

0. The misrepresentation, threats and acts by
Defendant seeking to enforce Jones patent




[ r—

1t appears to be a

(2)

No. 2,746,848 against Plaintiff and

Plaintiff’s customers and/or intended to
interfere with Plaintiff’s sale of its

products and/or intended to destroy Plaintiff’s
business, are in violation of the anti-trust
laws and have resulted in substantial damage

to Plaintiff’s establlshed business and pros-
pectlve business.

fact that the Jones patent did not cover plaintiff’s

products and defendant was aware of that fact. Defendant further -

threatened infringement suit against customer of Plaintiff, who had a

license if in fact

Jones covered the plaintiff's~pnoduct-en its use.

Further, deFendant‘

organized and proceeded with a publicity
campaign through the established trade
publications, to threaten and intimidate .

~all photoengravers who used Angel’s products
or who contemplated using Angel’s products
including members of PER (Defendant) who were
licensed under all of PER'S developments and
hence were free of any possibie charge of
patent infringement.

I 3 3

CIn Furtheranée of "ER'S "camhaign”,to eliminate
Angel as a competitor, Dr. Rogers arranged to
- have published in the Photoengravers bulletin...

a full-page notice...containing therein the
general charge ¥ ¥ ¥ that any photoengraver who
. uses the etching both protected by the Jones
patent, or uses the processes protected by the
Jones patent is an infringer..

Monopolies Key 12 (15)

Eversharp, Inc. v.

Fisher Pen Co. 204 F. Supp. 649L-668

(DC N.D. 111, ED., I96|)

(Evrdently there was no appeal.)

p. 668 Eversharp.;.?tled infringement suits in order to enforce theinr

legal rights under the patents in suit, but such suits were not brought

for the purpose of eliminating or unlawfully controlling competition, or

—
© R




(3)

as part of a plan (emphasis added) to eliminate or unléwfully control

competition, nor is their any evidence of threat of suit For the purpose

ofeliminating or unlawfully controlling competition.

% o
P. 674. lnFringemeﬁt suit# whiéh are initiated to protect a lawful patent
monopoly,‘and res not as part ef.an over:all plan to eliminate or uﬁlaqully
controlICOmpgtiffon, do nof_constitﬁte a misuse of ﬁatents. 35 u.S.cC.
Sect, 271; Cole V. Hughes Tool Company, 215 F; 2d 924 (10 Cf;;, 1954)
Ceﬁt. denied 348 U.S. 927.;.reheaning'dénied 348:U.S; 965.,,; Ronson
Paténfs Corp. Q. Sparklets Devices, 112 F. Supp. 676...§ Dol!ac Corporatlen
v. Margon Corporation, [64 F Supp. 4]...(D C.N.J. 1958), aFF d. 275
F. 2d 202 (3 Cir., 1960).
F.C. Russell Co. v. COmFort Equ:pﬁent Corp.: 194 F. 2d 592, 596
(7 Cir., 1952)
Mr., Justice Brandeis; speaking for the Suéreme Court, said in Leitch Mfg.
Co. v. Barbef Co., 302 U.S. 458, on page 463...The Coﬁﬁf held in the
Carb}cercase..,that the limitation upon the scope or_ﬁse of the patent U
which it applied was ;inhereﬁt_in the patent grant;. It denied relief,
not becauée_there was a contract or notice held to be inopérative,VSQt‘ﬁn
the broad ground that the owner of the patent mon;poly, ignoring.the limit-
ationsjfinherent in the patent grant',.sought'by its ﬁethod of doing busines
to éxtend_the monopoly to unpatented material uéed in practicing the in;
vention.” | |

lnhited States v. Loew’s Inc. 371 U.S. 38 (|962)
(Tying agreements under Section | of Sherman Act. )

The requisite economic power is preserved ‘when the tying product is

patented or dopynighted....(Citing International Salt v. U.S. 332 U.$.392).




(4)

This principle grew out of a long line of patént cases which had
evéntuated'in the doétrine that.a patentee whe.uti]ized tying arrange-
ments would be denied all relief against infringement of his patentSas..
These cases reflect a hostility to use.of the statukory granted.pateht
moenopoly te extend the pateﬁtee’é_ecoﬁamic control to unpateﬁted products.
The patentee is protected as to his invention, but may not use'his_patent

rights to exact tribute for other articles.

American Photocopy Equipment Company. v. Rovnco, Inc.
359 F. 2d 745 (7 Cir., 1966). . a |
- (Appeal from D.C.N.D. Iil., E.D. -~Marovitz, J (Nor reported))
See case on remahd 257 F. Supﬁ. 192)
The patent in suit had been previously found valid by the C. QF A., 7 Cir.,
208 F. 24 772 and was assigned by the then plalntlff to the then defendant
the present plaintiff. The district court granted a preliminary injunction.
The Court of Appeals revéfsed here on the basis that the record in the
district court "reveals a violation of the éntiftrust laws” in that
plaintiff‘chargéd an exorbitant and oppressive (6% of the retail price
of the machines sold which is the equivalent of 12% of the patented portion_‘
of the machines) royalty t§ licensees which as a gr&up.make'up the bulk |
of fhe Endustry'in.the équipment involved.

THe'Court quotes as authority From_TSe-Meréoid case (320 u.S. 661)
at page 667 | | |

"%*%%The patent is eﬁployed te protect'the

-market for a device on whlch no patent
has been granted...”

Thus, the decision turns on the matter of an extension of the patent

monopoly by, in this instance, a license royalty on the “retain selling

- price”, which amounts to an equivalent of about X12% of the mgnu?acturerfs




-

)

(Iicehsee's) selling price and...the royalty.is payable on the entire

machine, which lncludes both the Eatented and dn unpatented parts.

(Empha5|s added in last three 1nstances ) 1t is then the attempt to
aover, in fact, the entire machlne by a llcense ostensubly directed
to the patented portion only.

The court then goes-an to quote Furthér from.Maréoid:

TaRklt is suFFlc:ent to say that in whatever
- (emphasrs added) posture the issue may be
~ tendered courts of equity will (emphaSIS added)
withhold relief where the patentee and those _
claiming under him are using the patent privilege
~contrary to the public lnterest. Morton Salt Co.
"va. E.S. Supplger.... '

In Merco:d the Supreme Court dlscussed the applicable prlnc:ple fully,
saylng at 670....

' "%**And the determination of that policy is not ‘at
the mercy’ of the parties...nor defendant on the
“usual (emphasis added) rules governing the settlement
~of private litigation. ’Courts of equity may, and -
frequently do, go much farther both to give and with-
hold relief in furtherance of the public interest
- than they are accustomed to go when only private in-
terests are involved’...Virginia Ry. Co. v. System
Federation, Neo. 40, 300 U.S, 5!5...«"When an important
- public interest would be prejudiced,’ the reasons for
- denylng injunctive relief ‘may be compelllng....' '
That is the principle which has led this Court in the
‘past to withhold aid from a patentee in suits for
either direct or indirect infringenent where the
pnn&a patent has been misused.
remand : _
In reyars, the district court found on the bas:s of the evidence before

it after a trial on the merits that 6% royélty on the price of a

machine was not exorb;tant nor oppressive” 257 F. Supp. 192, 20I

(D.C. N.D. IIl. E.D., June i966)




