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Syllabus.

New Excraxp Screw Company, AssiGNEE oF CuLLey
WHIPPLE, APPELLANT,

5.

THomMAs J. SLOAN, APPELLEE. INTERFERENCE.

TESTIMONY—BEST EVIDENCE—MACHINES THEMSELVES—PAROL EVIDENCE.—Upon
an issue of priority of invention in an interference proceeding, it is not
trne that the machines themselves are the best evidence, and must be pro-
duced or their absence satisfactorily accounted for before parol testimony
can be admitted to prove their character and construction, and that other.
wise the parol testimony is inadmissible.

DELAY I8 FILING ARGUMENTS.—An argument not filed within the time limited,
and for that reason objected to, may be received if a reasonable excuse is
offered in explanation of the delay.

Hearsay evipEsce.—Testimony to the effect that the witness had been in-
formed that a machine had been made and used at some former time, is
not evidence,

EviDENCE—WITNEASES 0T CALLED.~—The fact that an inventor has not pro-
duced as witnesses in his behalf the workmen in the same shop, who might
be supposed to be most familiar with his invention, does not raise a pre-
sumption against him in a case where by publicity he might have deprived
himself of the benefit of his invention.

SM—WITNESS TO INVENTION SEED ¥OT BE AN EXPERT.—It i not necessary that a
wilness should qualify ns an expert to testify to the fact and date of an
invention, if his knowledge and memory are sufficient to enable him o
truly relate the facts on the subject which he had heard and seen,

WITSESSES — PRESUMPTION OF HONESTY — DISCREPANCIES UPON IMMATERIAL
poiNTs.—The presumption is that a witness under oath testifies honestly,
until the contrary is shown. Contradictions and inconsistencies upon
immaterial points, not proceeding from corrupt motives, do not entirely
destroy his testimony.

Su—Su—TESTINONY OROSSLY IMPROBADLE.—The rule of law is, that where &
witness stands wholly unimpeached by extrinsic circomstances, credit
cught to be given to his testimony, unless it is so grossly improbable as
to show that he iz not to be trusted.

PHILOSOPFHICAL SPECULATION—REDUCTION TO PRACTICKE.—Where the invention i#
not of a mere philosophical speculation, abstraction, or theory, but of some-
thing corporeal, something to be manufactured, the applicant need not
show that he has redaced his invention to practice otherwise than by
filing his specification and furnishing drawings and a model, as required
by the statute, where the nature of the case admits of drawings or of o
representation by model.

{ Before MorseLL, J., District of Columbia, April, 1853.)
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hipple, after giving a description in his specification
ion and operation of his improvement, and refer-
 drawings as making a part of the specification, says:
claim as my invention, and desire to secure by letters-
the mode of pointing the blank in the threading machine
ate tool or cutter, thereby pointing the blank and cut-
hread with separate tools or cutters, and finishing a
w from the blank at one operation, substantially as
" This application bears date the 2oth of April, 1852.
J. Slm.u in his specification, which describes his inven-
ays: **What I do claim as my invention is combining
pized machine a cutter and its appendages operated
lly as specified, for forming the point omr screw-blanks,
with the chaser or cutter, which cuts the thread over
ind pointed part thereof down to the point, substan-
ecified.”” This application appears to bear date on the
December, 1851 (afterwards patent No. g688, April

ﬂledmnptmns and claims the specifications appear to
ially for the same invention.

h:mg given of the interference, the respective parties,
rules of the Patent Office, had the depositions of their
duly taken and sent to the Commissioner of Patents,
pointed the 17th day of June, 1852, for the trial of the
een the said parties; and upon the hearing thereof, and
ation of the testimony adduced, priority of invention
ed in faver of Thomas ]. Sloan; from which decision
Whipple appealed, and filed his reasons of appeal—
Because it appears from the testimony of Sloan's own
that he never succeeded in making a practically useful
‘with a pointing and chasing or threading cutter com-

D. Because it is not in proof that he ever succeeded in
& pointing cutter, so as even to point a single screw-
, in other words, he never succeeded in producing a
which combined the functions of pointing and chasing
ing the blank.

Because the testimony was too vague and indefinite
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and contradictory to be received as evidence to prove said facts,
while experts, who had a knowledge of the facts, might and ought
to have been called upon to testify.

FourtH. That as to the character and construction of the
machines, the machines themselves are the best evidence, and
ought to have been produced, or their absence satisfactorily
accounted for, and that the parol evidence was inadmissible,

I do not think this principle correct on the issue then trying
between the parties.

FirTH. Because there is no legal evidence sufficient to prove
that Sloan ever made the invention—the subject-matter in dispute.

SixTH. Because the fact that Sloan patented, at various times
between the years 1846 and 1852, the several improvements in
screw machinery which he had so far perfected as to deem wor-
thy of a patent, proves that he deemed.the attempt to combine
the pointer and chaser an abortion until after Whipple demon-
strated its practicability.

SEVENTH. Because it is proven that Whipple made the said
invention in April, 1849; and as soon thereafter as time and
opportunity would permit, viz., in December, 1851, he completed
a machine embodying said invention, which worked successfully
and satisfactorily in the opinion of the most competent experts,
and has continued so to work, as those experts testify.

E1GHTH. Because, although it is fully in proof that in Decem-
ber, 1851, Whipple had applied his invention and reduced it to
practice, and put it in full operation, no machine has been pro-
duced on the part of Sloan of a date prior to December, 1851,
effecting the same or similar result, nor has the deficiency been
supplied by any oral proof that such ever did exist.

The report briefly states the substance of the evidence on the
part of Sloan and Whipple. That which is stated in the depo-
sition of Leggett, on the part of Sloan, seems to be principally
relied on by the Commissioner as the proof to sustain his decision
in favor of Sloan as the first inventor, fixing his invention in the
year 1846, whilst that of Whipple is not shown by his proofs to
be earlier than the year 1849 (July). In his answer to the rea-
sons of appeal the Commissioner says : ** The law does not regard
him as the inventor who first constructs a machine and puts it
into successful operation, but awards the invention to him who
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- sets forth or exhibits his invention, even though it be
or constructed as to be in operation.”’

to the evidence, he says that it does not show that
put the invention into successful operation. On the
shows that he reduced the invention to practice in
‘that time had in operation about thirteen machines,
continued in use for about three months, &c. The
the part of Whipple that the invention did not belong
'8 he did not produce some other and stronger
n that which has been placed before the Office, was
ent, because various circumstances may have operated
doing so, which ought not to be assumed as reasons
elaim. It is in proof that his pecuniary condition was
barrassment, which is a very good reason why he did
ue his machines in operation. Then the machines,
ccessful, had certain difficulties in the way of feeding
cutters were used ; they also needed changes in the
, e

missioner further says, with respect to Sloan's not
and obtaining a patent upon this invention as early
or 1847, when he was obtaining patents upon other im-
nts in machines for making screws, that this should not be
ainst him. Many reasons might have operated, such as
embarrassment, &c. The liberal construction applied
s circumstances by his counsel in his seventh reason of
tended to Sloan’s circumstances, will greatly lessen
the arguments made against Sloan. In that seventh
admitted that Whipple let his invention sleep from
851. Why should not Whipple, then, be obliged to
er testimony in his behalf on this point as well as

to notice previously given of the time and place of
me, the parties by their counsel appeared, and an
from the Patent Office, who laid before me all the orig-
ers and evidence in the case, together with the grounds
issioner’s decision, set forth in writing, touching the
olved by the reasons of appeal.
parties were allowed to file their arguments in writing,
I to the established rules. The argument for the ap-
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pellee was not filed within the time limited, and was for thgt
reason objected to. But upon being satisfied of the reasonable.
ness of the excuse for failing to do so, the objection is overruled
and the argument received.

As before stated, the two inventions for which patents are
claimed are the same substantially, and it is admitted that both
are patentable inventions. The question to be decided is that of
priority of invention, and that will depend upon the evidence.

Cullen Whipple’s witnesses prove that about July, 184g, the
invention alluded to in his specification was described to Thomas
P. Hunt and to Mr. Packard in March or April, 1849. It was
shown upon a slate, and the machine itself was erected and per-
fected in December, 1851. The question is whether he or Thomas
J. Sloan is the first inventor, as above mentioned.

[A resumé of the testimony follows. ]

What effect, then, ought to be given to the ;fureguing testi-
mony ? If Leggett is worthy of credit, it will be difficult to resist
the conclusion that Sloan was the first inventor of the improvement
which is the subject of controversy. He proves that in the year
1846 he had a knowledge thereof, derived from Sloan, which he
states very clearly and distinctly as follows: He invented a
machine for pointing and threading wood-screws, which he
describes to be ‘*a combination of the two functions of pointing
and threading with the same machine.”> The blank was reduced
to a point and the thread cut by seperate cutters. The model
marked Exhibit ““A,"" shown to him, represents the said inven-
tion ; and this was in the month of June or July, 1847. The
machines worked successfully.

The weight of this testimony is supposed to be destroyed, first,
because the witness himself declares that he had but little acquaint-
ance with machinery, and that he could not go into technicalities,
&c.; but he also says that at the time he received the communica-
tion from Sloan he had, then, three or four years’ acquaintance
with machinery. I suppose counsel means that the witness had
acquired this information after he first went to live with Sloan,
which was in the year 1843; and further, that as there werea
number of workmen in the shop of Sloan at this time who were
acquainted with machinery, and none of whom were called as
witnesses, or any reason for not doing it furnished, the law would
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avorable presumption against him. If this had hap-
1 ordinary case the argument, perhaps, might have
correct ; but this is a case where, by publicity, the
we deprived himself of the benefit he was seeking
nventor ; and though the witness was no expert, his
d memory might be sufficient to enable him truly to
facts on the subject which he had heard and seen.
s to the contradictions and inconsistencies in the testi-
‘are such apparently, it is true, but it does not appear
proceeded from corrupt motives. The presumption is
on oath testifies honestly, until the contrary is
hese circumstances may lessen, but not entirely destroy,
ny— the rule of law being that where a witness stands
impe: ched by any extrinsic circumstances, credit ought
1 to his tesumc-n}r, unless it be so grossly ||11pr{>bable
that he is not to be trusted. His testimony, too, is
in several material parts from other sources. Asto
loan being an inventor of the improvement, it appears
cification filed in 1851 ; and as to the principles being
this is clear from successful experiments which have
with machines subsequently used, embodying in sub-
same principle. The witness Parfitt also corroborates
veral material parts.
the last ground of argument on the subject of reducing
le of the invention to a practical or useful result, I
rule as laid down by Judge Cranch may be considered
t: “That where the invention is not of a mere philo-
‘speculation, abstraction, or theory, but of something
—something to be manufactured—the applicant need
‘that he has reduced his invention to practice otherwise
filing his specification and furnishing drawings and a
required by the statute, where the nature of the case
| drawings or of a representation by model.” (. dnfe.)
case Sloan appears to have been making efforts to per-
hine, and as yet I do not think he can be said to have
right by laches.
, therefore, and do so decide, that Cullen W hipple is not
I first inventor of the said improvement, but that
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Thomas ]. Sloan is, and that the decision of the Commissioner
of Patents ought to be, and is hereby, approved.

Watson & Renwick, for the appellant.
Chas. M. Keller, for the appellee.

WiLLiam CRESSLER, APPELLANT,
5.

Daxier. CUSTER, APPELLEE, INTERFERENCE.

COMPETENCY OF WITKESS—INTEREST IN THE 8UIT.—When a question is raised
as to the competency of a witness on the ground of intérest, the usual
test is to consider whether the witness will be affected by the event of the
suit; that is, whether he has an intercst, legal or equitable, (if real)
which will be secured or continued to him in the event of success, or lost
in the event of the defeat, of the party in whose favor he iz called as a
witness.

SM—TESTIMONY OF ASSIGNEE OR LICENSEE INADMIBSIBLE.—An assignee or
licensee has an interegt in the issuance of n patent to his assignor or
licensor as against a rival claimant,

IMPLIED LICENEE SUFFICIENT TO EXCLUDE WITNESS.—Where a person took an
assignment under an impression that a certain improvement upon the
original invention was included in the patent, and he used such improve-
ment with the consent and permission of the patentee: Held, That he had
an jmplied license from the patentee to continue the use of said improve-
ment, which would discontinue upon the issuance of a patent to another
iuraulnr. and that he was an incompetent witness for his licensor in an
interference proceeding.

{Before MorskLL, J., District of Columbia, April, 1853.)

MorsgLL, J.

The Commissioner’s decision is dated the roth of December,
1851, and states that “ whereas, upon the appointed day of hearing,
of which due notice had been given to the parties, it appeared
upon the testimony of James Campbell that Daniel Custer, on¢
of the parties in this interference, described to the said witness 10




	MacArthurs_Patent_Cases_0224w.jpg
	MacArthurs_Patent_Cases_0225w.jpg
	MacArthurs_Patent_Cases_0226w.jpg
	MacArthurs_Patent_Cases_0227w.jpg
	MacArthurs_Patent_Cases_0228w.jpg
	MacArthurs_Patent_Cases_0229w.jpg
	MacArthurs_Patent_Cases_0230w.jpg

