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CERTAIN PROVISIONS OF THE PAT-
ENT COOPERATION TREATY

The bill (S. 24) to carry into effect
certain provisions of the Patent Coopera-

a0

tion Treaty, and for other purposes, was
considered, ordered to be engrossed for a
third reading, read the third time, and
passed, as follows: ) )

8. 24

Be it enacted by the Senate and House
of Representatives of the United States of
America tn Congress assembled, That title 35,
United States Code, entitled “Patents”, be
amended by adding at the end thereof a new
part IV to read as follows:

“PART IV.—PATENT COOPERATION
TREATY

“Chapter 35.—DEFINITIONS
“Sec. .
“351. Definitions.

“% 351. Definitions

“When used in this part unless the context
otherwise indicates——

“‘(a) The term ‘treaty’ means th Patent Co-
operation Treaty done at Washington, on
June 19, 1970, excluding chapter II thereof.

“(b) The term °‘Regulations’, when cap-
italized, means the Regulations under the
treaty excluding part C thereof, done at
Washington on the same date as the treaty.
The term ‘regulations’, when not capitalized,
means the regulations established by the
Commissioner under this title.

“(e) The term ‘international application’
means an application filed under the treaty.

“(d) The term ‘International application
originating in the United States’ means an
international application filed in the Patent
Office when 1t is acting as a Recelving Office
under the treaty, Irrespective of whether or
not the United States has been designated
in that international application. _

“(e) The term ‘international application
designating the United States’ means an in-
ternational application specifying the United
States as a country In which a patent is
=ought, regardless where such international
ap?lcation is filed.

“(f) The term ‘Recelving Office’ means a
national patent office or Intergovernmental
organization which recelves and processes in-
ternational applications as prescribed by the
treaty and the Regulations,

‘“(g) The term ‘International Searching
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Authority* means & nauonal patent office or
intergovernmental erganization as appointed
under the treaty which processes interna-
tional epplications ag prescribed by the treaty
and the Regulations.

“(h) The term ‘International Bureau’

means the international intergovernmental
orgammﬁon which is recognized as the co-
ordinating body under the treaty and the
Regulations.

“(1) Terims and expressions not defined in
this part are to be taken in the sense indi-
cated by the treaty and the Regulations,

“Chapter 86 —INTERNATIONAL STAGE
“8ec.
“361.
“362, In
“363.

Recelving Office.
International Bearching Authox!ty
International application designating
the United States: Effect.
Internstionsl stage: Procedure
Right of priority; benefit of the fling
date of a prior application.
Withdrawn international application.
Actions of other authorities: Review.
Secrecy of certain inventions; filing in-
ternational ' uppllcatlons n foreign
countries.
“§ 381. Receiving Office
“(a) The Patent Office shall act as a Re-
celving Office for International applications
filed by natjonals or residents of the United
States. In rdance with any agreement
made between the United States and another

<364,
*368.

“368.

“867.
*'368.

iving Office for international applications

G\::try the Patent Office may salso act as &

led by residents or nationals of such coun-
try who are ent.ltled to file international
applicatlons.

“(b) The Patent Office shall’ perform all
acts connected with the discharge of duties
required of a Receliving Office, including the
collection of international fees and their
transmittal to the International Bureau.

“(o) - International appllcatlons filed in
the Patent Office shall be in the English

“(d) The basic fee portion of the lntemn-
tional fee, and the transmittal and search
fees prescribed under section 376(a) of this
part, shall be paid on filing of an interna-
tlonal application, Payment of ‘designation
fees may bg made on filing and ahall be made
not later than one year from the priority
date of the international application.

“3 363. International Searching Authority

“The Patent Office may act as an Interna-
tional Searching Authority with respect to
international appiications in accordance
with the terms and conditions of an agree-

ent which may be concluded with the In-

rnational Bureau. ,

‘4§ 363. International application designating
the United States: Effect

“An international applcation designating
the United States shall have ths effect, from
its international flling date under article 11
of the treaty, of a national application for .
patent regularly filed in the Patent- Office
except as otherwise provlded in section 102
{e) of this title. .

“§ 364. Internationsl stage: Procedure

“(a) International applications shall be
processed by the Patent Office when acting
as a Recelving Office or International S8earch~
ing Authority, or both, in accordance with
the applicable provisions of the treaty, the
Regulations, and this title.

“(b) An applicant’s fallure to act within
prescribed time limits in connection with
requirements pertaining to a pending inter-
national application may be excused upon
a showlng satigfactory to the Oommissioner
of unavoldable delay, to the extent not pre-
cluded by the treaty and the Regulations,
and provided the conditions nnpomd by the

matyandtheaeguud regarding the
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excuse of such failure to act are complied
with.

"l 368. Right of priority; benefit of the filing
date of a prior application

“(a) In accordance with the conditions
and requirements of section 119 of this title,
@& national application shall be entitled to
the right of priority based on a prior filed
international applioation which designated
at least one country other than the United
States.

“(b) In accordance with the conditions
and requirement of the first paragraph of
section 119 of this title and the treaty and
the Regulations, an international applica-
tion designating the United States shall be
entitled to the right of priority based on a
prior foreign application, or & prior interna-
tional application designating at least one
country other than the United States.

“(c) In accordance with the conditions
and requiremsnts of section 120 of this title,
an international application designating the
United.States shall be entitled to the benefit
‘of the filing date of a prior national applica-
tion or a prior .international application
designating the United States, and a national
application shall be entitled to the benefit
of the flling date of a prior international ap-
plication designating the United States. If
any claim for the benefit of an earlier filing
date is based ‘on a prior international appl-
cation which designated but did not originate
in the United States, the Commissioner may
require the filing in the Patent Office of a
certified copy of such application together
with a translation thereof into the English
lar_xg\'mge. if it was filed in another language.
“§ 336. Withdrawn international application

“Subject to section 367 of this part, if an

international application designating the-

United States s withdrewn or considered

withdrawn, elther generally or as to the

United States, under the conditions of the

treaty and the Regulations, before the appli-

cant has complied with the applicable re-
quirements prescribed by section 871(c) of
this part, the designation of the United

States shall have no effect and shall be con-

sidered ‘a8 not having been made. However,

such international application may serve as
the basis for a claim of priority under sec-
tion 885.(a) and (b) of this part, If it desig-
nated a count.ry other than the United

States.

“§ 367. Actiong of other authorities: Review

“(a) Where a Receiving Office other than
the Patent Office has refused to acocord an

International filing date to an international

application designating the United States or

.where it has held such application to be

withdrawn- either' generally -or 88 to the

-Unlted States, the applicant may request

review of the matter by the Commissioner,

on compliance with the requirements of and
within the time limits specified by the treaty
and the Regulations. Sych review may result
in a detéermination that such application be
considered as pending in the national stege.

“(b)" The review under subsection ‘(s) of
this section, subject to the same require-
ments and conditions, may also be requested
in those instances where an international
spplication designating the United States is
considered withdrawn due to a finding by the

International Bureay under article 12(3) of

the treaty. -

§ 368. Secrecy of certain inventions; filing
internationa! epplications in for-
eign countries

“(a) International applications filed in the

Patent Office shall be subject to the provi-

- Bions of chapter 17 of this title.
“(b) In accordance with article 27(8) -of
the treaty, the filing of an international ap-

plication in a country other than the United

States on the lnvention made in this country
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shall be considered to constitute the flling of
an application in a foreign country within
the meaning of chapter 17 of this title,

. Whether or not the United States s desig-

nated in that international application.

““(e¢) If a license to file in a foreign country
13 refused or if an international application
is ordered to be kept secret and a permit re-
fused, the Patent Office when acting as a
Recelving Office or International Search Au-
thority, or both, may not disclose the con-
tents of such application to anyone not au-
thorized to receive such disclosure.

“Chapter 37.—NATIONAL STAGE
“Sec.
“371.
+373.

National stage: Commencement.

National stage: Requirements and pro-
cedure.

Improper applicant,

Publication of international applica-
tion: Effect..

Patent issued on international applica-.
tion: Effect.

*376. Fees.

*§ 371. Natlonal atage: Commencement

“(a) Recelpt from the International Bu-
reau of copies of international applications
with amendments to the claims, if any, and
international search reports is required in
the case of all international applications
designating the United States, except those
filed in the Patent Office.

“(b) Subject to subsection (f) of thls 8ec-
tion, the national stage shall commence with
the expiration of the applicable time limit
under article 22 (1) or (2) of the treaty, at
which time the applicant shall have complied
with the applicable requirements specified in
subsection (c) of this section,

“878.
“374.

“876.

*(c) The applicant shall file in t.he Patent’ ’

Office—

*(1) the national fee prescribed under sec-
‘tion 376 (a) (4) of this part; -

“(2) a copy of the intarnational applica-
tion, unless not required under subsection
(8) of this section or already received from
the International Bureau, and a - verlﬂed
"tra. tion into the English language of the

international application, ﬂ it was ﬂled in.

another language;

“(3) amendments, if any, to the claims in
the international application, made -under
article 19 of the treaty, unless such amend-
ments have been communicated to the Pat-
ent Office by the International Bureau, and a

translatlon Into the English langusage if such

amendments were made {n another language:

“(4) an oath or declaration of the inventor
(or other person authorized under chapter
11 of this title) complying with the require-

ments of section 115 of this title and with _

regulations prescribed for oaths or declara-
tions of applicants.

“(d) Failure to comply with any ot the
requirements of subsection (c) of this sec-
tion, within the time limit provided by article
22 (1) or (3) of the treaty shall result in
abandonment of the lnternat.lonsl applica-
tion.

“(e) After an international appl!catlon has
entered the national stage, no patent may be
‘granted or refused thereon before the ex-
piration of the applicable time limit under
article 28 of the treaty, except with the ex-
press consent of the applicant. The applicant
may present amendments to the specification,
claims, and drawings of the application after
the national stage has commenced.

“(f) At the express request of the appli-
cant, the national stage of processing may
be commenced at any time at which the ap-
plication 5 in order for such purpose and the
applicable requirements of subsection (c)
of this section have been complied with.

“§ 372. National stage: Requirements and pro-
cedure 4 .

“(a) All questions of sﬁi:stance'and, within
the scope of the requirements of the treaty

——
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a.nd Regulations, procedure in an mwma-
tional ‘ application designating the United
States 8ball be determined as in the case of
national appucatlons regularly filed in t.ho

. Patent Office.

“#{b) In case of international applications
designating but not originating ln. the United
States—

. *(1) the Commissioner may causs to be re-
examined questions relating to form and con-~
tents of the application in accordance with
the requlrements af the treaty imd the B.egu
iations;

© «(2) the Commissioner may cause the ques-
tion of unity ot invention to be reexamined
under section 121 of this title, within the
scope of the requirements of the treaty.and
the Regulations. -

“(c) Any claim not searched, in the inter-
national stage in view of a holding, found
to be justified by the Commissioner upon
review, that the international application did
not comply with the requirement for unity
of invention under the treaty and the Regu-~
lations, shell be considered canceled, unless

nt of a special fee made by tbe
applicant. Such special fee be paid with
respect to each claim not searched in the
international stage and shall be submitted
not later than one month after’ a notice was
sent to the applicant lntorm.lng him that
the said holding was deemed to be justlﬂed
Th: ayment of the special fee shall not
prevent the Commissioner from requiring
that the international application be re-
stricted to one of the inventions claimed
therein under section 131 of this title, and
within the sgope of the requirements of the
treaty and the Regulations. '

~~§373. Improper applicant

“An international application designating
the United States, shall not be accepted by
the Patent Office for the national stage if 1t
was filed by anyone not qualified under chap-

ter 11 of this title to be.an applicant for -

the purpose of filing & national application
in the United States. SBuch international ap-
plications shall not serve aa the basis for the
benefit of an earlier filing date ynder section
130 of this title in a subsequently filed appli~
eation, but may ssrve as the basis for a claim
of the right of priority under séction 119 of
this title, if the United States was not the
sole country designated in such lnternatlonal
application. -

“$§ 374¢. Publication of interuuonm sppnca-

tion: Effect
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States currency, The Patent Office may ‘also
charge the following fees:

“(1) A transitional fee (see section 361
(d));

*(2) A search fee (see section 361(d));

*“(3) A supplemental search fee (to be pald
when required);

“(4) A national fee (see section 371(c)):;

“(5) A special fee (to be pald when re-

quired; see section 327(c¢));

“(6) Such other fees as established by the
Commlssioner.

*(b) The amounts of fees specified in sub-
section (a) of this sectlon, except the inter-
national fee, shall be prescribed by the Com-
missioner. He may refund any sum patd by
mistake or in excess of the fees so’ specified,
or {f required under the treaty and the Regu-
lations. The Commissioner may also refund

any part of the search fee, where he deter-

mines such refund to be warranted.”.

Sec. 3. Section 6 of title 35, rUnlted Btaws
Code, is8 amended by adding a paragraph (d)
to read as follows: -~
“§ 8. Dutles of Commissidner

L] » L ] L] »

“(d) The Commissioner, under the direc-
tion of the Secretary af Commerce, may, with
the concurrence of the Becretary of State, al-
locate funds appropriated to the Patent Of-
fice, to the Department of 8tate for the pur-
pose of payment of the share on the part of
the United States to the working capital
fund established under the Patent Coopera-
tion Treaty. Contributions to cover the share
on the part of the United States of any op-
erating deficits of the International Bureau
under the Patent Cooperation Treaty shall be
included in the annual budget of the Patent
Ofice and may be transferred by the Com-
missioner, under the direction of the 8ecre-
tary of Commerce, to the Department of 8tate
for the purpcse of making payments thereof
to the International Bureau.”.

Brc. 3. Item 1 of section 41(a) of title 35,
United States Code, is amended to read as
follows:

“% 41, Patent fees |

“(a) The Oommlssloner s;mll charge the
following fees:

*“1, On filing emh s.ppuoauom for en orig-
inal patent, except in design cases, §65; in
addition on fling or on presentation at any
other time, $10 for each claim in independent
form which 13 in excess of one, and 83, for
-each claim (whether independent or depend-
ent) which is in excess of ten. For the pur-

“The publication under the treaty of an pose of computing fees, a multiple dependent
international application shall confer no claim as referred to in section 112 of this title
rights and ghall have no effect under this or any claim depending therefrom shall be

title other than that of a printed publication.

‘§ 875. Patent issued on mtcmatlonal appli-
cation: Effect

“(a) A patent may be issued by the Com-
missioner based on an international applica-
tion designating the United Btates, in ac-
cordance with the provisions of this title.
Bubject to section 102(e) of this title, such
patent chall have the force and eflect of a

congidered as separate dependent claims in
accordance with the number of claims to
which reference is made. Errors in payment
of the additional fees may beé rectified in ac-
cordance with regulations of the Oommis
sloner.”. -

8kec. 4. Section 42 of title 85, United States
Code, is amended to read a8 follows:

su Payment of patent fees' return of ex-

patent issued on & Dational application filed . cess amounts
under the provlstons of chapter 11 of thig ‘All patent fees shall be paid to the Com-
titte. . misstoner who, except as provided in sections
“(b) Where due to an incorrect translation 861(b) and 870(b) of this.title, shall deposit
the scope of a patent granted on an inter- the same in the Treasury of the United States
national application designating the United insuch manner as the Secretary of the Treas-
States, which was not originally filed in the wury directs, and the Commissioner may re-
English language, exceeds the scope of the fund any sum pald by mistake or in excess of
international application in its original lan- the fee required by law.”
gusage, & court of competent jurisdiction may - Bxc. 5. (o) of section 102 of title
retroactively limit the scope of the patent, 85, United States Code, la unanded to read
gactl?:larmg it unenforcg:ble to the extent _as follows:
exceeds the scope of the international .« 1 .
spplication n its original language. 0% m;':;msorﬁgn' s topatent. o
“§ 978. Pees . . . . e .
“(a) The required payment of the inter- “(e) the invention was described in a pat-
national fee, which amcunt is specified in _ent granted an an application for patent
the Regulatioris, ahall beo paid in Umted by another nled in the United States before
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the invention thereof by the applicant for
patent, or on an international spplication
by another who has fulfilled the. require-
ments of paragraphs (1), (2), and (4) of sec-~
tion 871(c) of this title before the invention
thereof by the applicant for patent. or’,

BEC. 6. The first sentence of section 104 oF
title 85, United States Code, 18 unended to
read as follows:

“§ 104. Invéntion made abroad

In proceedings in the Patent Office and in
the courts, an applicant for a patent, or a
patentee, may not establish a date of inven-
tton by reference to knowledge or use thereof,
or other activity with respect thereto, in a
forelgn country, except as provided in sec-
tions 119 and 868 of this title.”

Sxc. 7. The second sentence of the second
paragraph of section 112 of title 35, United
Btates Code, isa amended to read as follows:
§ 112. Specification

» L ] » * - L ]

“A claim may be written in independent

or, if the nature of tbe ease admits, in de-
pendent or muiltiple dependent form.
. "Subject to the following paragraph, a
claim in dependent form shall contain a ref-
erence to a clalm previously set forth and
then specify a. further 1imitation of the sub-
ject matter claimed. A -claim in dependent
form shall be construed to incorporate by
reference all the limitations of the claim to
which 1t refers.

A claim in multiple dependent form shall
contain a reference, in the alternative only,
to more than one claim previously set forth
and then specify a further limitation of the
subject matter claimed. A multiple depend-
ent claim shall not serve as a basis for any
other multiple dependent claim. A multiple
dependent claim shall be construed to in-
corporate by reference all the limitations of
the particular clatm in relation to which it
18 being considered.”.

Szc. 8. Section 118 of title 85, United States
Code, 15 amended to read as tnuowa'

*‘§ 118. Drawings

“The applicant shall tummh a drawlng
where neceesary for the understanding of the
subject matter sought to be patented. When
the nature of such subject matter admits of .
{llustration by & drawing and the applicant
has not tfurnished such & drawing, the Com-
missioner may require its submission within
a time period of not less than two months
from the sending of s notice thereof. Draw-
ings submitted after the filing date of the .
application may not be used (i) to over-
comeé any insufficlency of the specification
due to lack of an enabling disclosure or
otherwise inadequate disclosure therein, or
(1) to supplement the original disclosure’
thereof for the purpose of interpretation of
the scope of any clatm.”

Bre. 9. Bection 120 of title 35, United
States Code, 1s amended to read as follows:
*§ 120. Bemefit of earlier filing date in the

United Btates

“An application for patent for en inven-
tion disclosed in the manner provided by the
first paragraph of section 113 of this titie in
an application proviously filed in the United
States, or as provided Wy section 363 of this
title, by the same inventor shall Have the
same effect, as to such invention, as though
filed on the date of the prior application, if
filed before the patenting or abandonment
of or termination of proceedings on the first
application or on an application similarly
entitled to the benefit of the fAMng date of
the first application and if it contains or is
amendbd to contaln @ specific reference to
the earlier flled application.”,

8xc. 10. The first’ of section 282
of title 35, United States Code, 1s amended to

‘read a8 follows:
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‘§ 282. Presumption of validity; defenses

“A patent shall be presumed valid. Each
claim of a patent (whether in independent,
dependent, or multiple dependent form)
shall be presumed valid independently of
the valldity of other claims; dependent or
multiple dependent claims shali be pre-
sumed valid even though dependent upon
an invalid claim. The burden of establishing
invalidity of a patent or any clalm thereof
shall rest on the party asserting such
invalidity.”.

Sec. 11. (a) Sectlon 1 of this Act shall
come into force on the same day as the en-
try into force of the Patent Cooperation
Treaty with respect to the United States. It
shall apply to international and national
applications filed on and after this effective
date, even though entitled to the benefiit of
an earlier filing date, to patents issued on
such applications.

(b) Sections 2 to 10 of this Act shall take
eflect on the same day as section 1 of this
Act and shall apply to all applications for
patent actually filed in the United States on
and after this eflective date, as well as to in-
ternational applications where applicable.

(c) Applications for patent on file in the
Patent Office on the effective date of this
Act, and patents issued on such applica-
tions, shall be governed by the provisions of
"title 35, United States Code, in effect im-
mediately prlor to the effective date of this
Act. B
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