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PREFACE.

_-0-—-—-

AvtaouGH the principles of trade mark law are well
ascertained, there has been since the 92nd Eliz. (a), a
large and incréasing amount of litigation relating to trade
marks, shewing the value which is set by the world of
commerce upon the use of these symbols, |

It may safely be asserted, that many cases of infringe-
ment would never have oceurred at all, and many others

not have been hrought into Court, had there been any
ready means of ascertaining' the true proprietors of the
various frade marks in use in the different branches of

trade.

To provide these means appears to be the chief object
of the short Registration Act, passed on the 15th of July,
1875, and the numerous rules thereunder published in
J anuai'y, 1876.

The Act of 1875 has not greatly affected the Merchan-
dise Marks Act of 1862.

(n) See the case mentioned by Doderidge in Southern v, ﬂow,
Xopham, 143,
A 2
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The above mentioned Acts and Rules represent the
total result of legislative action on the general subject of

. trade marks,
The case law bearing upon trade marks is scattered over

a large area of Reports.

The Act of 1875 has rendered it extremely advisable
that the owners of valuable trade marks should apply for
registration at least three months before the 1st of July, -

1876.
These circumstances have led the author to believe,

that a publication in the present form would meet an
oxisting and pressing want. Ho has accordingly collected
into one small volume the text of the above mentioned
Acts and Rules, adding thereto such notes as appeared
to be in point, and has prefixed by way of introduction
first, such general view of the principles of the law of
trade marks, estatlished by the reported cases, as appeared
suitable to enable the lay reader end legal student to
appreciate the general bearing of the Acts and Rules,
and, secondly, a few practical suggestions as to the selection
of a trade mark, and directions as to the method of
obtaining registration, which he hopes may be useful to
those who may have occasion to avail themselves of the

Act.

Tho writer has not forgotteﬁ that some readers may |
not have facilities for referring to the reported cases, and
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has therefore quoted more at large, and generally
written in a style less terse, than he would have attempted
had he ventured to write exclusively for the use of the
profession,

On rsading the cases, the writer found many which
appeared to have Beon_ reported mercly to show the bear-
ing of special circumstances upon the prineiples “then
already ostablished by authority, Many of these cases
are not cited in the following pages, but it occurred to the
writer that his trouble in referring to the cases not cited,
might not be altogether wasted, if he preparad such « list of
all the trade mark cases to which he had reforred, as might
perhaps serve to refresh the memory of the practitioner as

to the point or principle decided or mentioned in each case.
This list will be found at page vii, and it will be seen

- that it 1s prepared in a somewhat novel form. Opposite

the name of each case are placed in one column the
references to the Reports in which the case appears,
and in a separate column such short index of its contents

as could be comprised in a few catchwords or a short -
sentence,

As trade mark cases are. often known either by the
article to which the mark was applied, or by the words
forming a portion of the mark itself, the practitioner will,

it is hoped, excuse the appearance of such unscientific
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‘terms as “the Omnibus Case,” ¢ Mexican Balm,” and
others of a like nature among the catchwords.

In presenting this little work to the profession and
general public, the writer craves their indulgence, on the
ground of the short period which has. elapsed since the
Rules were made public, and the importance of proceeding
to press at the earliest possible date.

b, OLD Squirk, LiNcorx’s Inn.

March 11, 1876,
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Nore.~This table contains a list of a large proportion of
the cases specially bearing upon the subject of Trade
Marks, showing the reports in which they are to be
found and briefly indicating the nature of each case.

The reference to the pages in the following text will be

—

- e r— —w—r— —

fonnd in column 3 after the catch word of the subject
upon which each case is cited. The letters “t. m.” are

E used as an abbreviation of “tradc mark,”
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' Nominal dawmages, 2, 26.
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Words,” an asset of
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‘“ Excelsior® protected as if
t. m.,, 10.

Actual t. m, not infringed.
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“*town clerk.”
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I.

THE INTRODUCTION
IP divided into two parts, the first being intended Object nd

- to furnish some general information on the Law of u}?:f::ﬁc _
Trade Marks, which would have been out of place o
-in the notes to the Acts thomselves, but which

appeared necessary to enable the lay reader and

- law student to appreciate the bearing of the Acts
. #nd Rules upon the subject. The second, com-

mencing at page 39, contains practical directions
as to obtalming rogistration, with a few sugges-

* tions on the selection of a Mark for the purpose
- of registration, which can be of use only to
. persons engaged in obtaining or contemplating
:' registration.

i

PART L

Genera]ly speaking, all the Queen’s subjects, General
. 81l persons residing in her dominions, and the principle.
subjects of all friendly states (a), carrying on
lawful trading, have the right, if they will, to
manufacture or sell goods, and to announce ths

fact to the pubhc None of such persons have

_"’...T.lﬂl-'--l'ﬁ
r - - T

{2} See for instance the cases in which the Colling
Oompany of America wers plaintiffs.
B

R
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Representa-
tions and
nusrepre-
sentations

apart from
n I question
of trzade
mark,

TRADE MARKS,

the right to vend goods, not being goods manu-
factured by or coming from the hands of any-
particular person, as manufactured by or coming
from the hands of such particular person. If a
trader induces the purchaser of goods to buy them,
by affirming contrary to the fact that another
trader has had anything to do with them, he

~ cheats two persons, the purchaser and the rival

trader; and each of, them may sue him in the
Civil Courts, and anybody may prosecute him in
the name of the Queen by criminal proceedings
for a cheat, or for obtaining money under falss
pretences. In cases where, on a sale of goods in
this manner, the trader sells goods inferior fo
those which he represents them to be, he therchy
damages tho person whose goods he represents
them to bo, in two ways; first, he has sold what
the rival trader, or those buying from him, would
otherwise have sold ; secondly, he has'passed off
an inferior article as being his rival’'s production,
whereby his rival’s reputation will be prejudiced,
and in either case the rival trader may suffer in
pocket. But it is not necessary in an action for
damages, founded on such misrepresentations,
that the rival should prove the inferiority in
the goods sold, or any specific damage, to entltle
himself to some damages (a).

Instances might be given of injunctions jssued
on the ground of the specific misrepresentation
that an article sold by one is the article of the

(a) Dlofisld v. Paine, 4 B, & Ad. 410,
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other—where no question of trade mark would
ariso. Thus in Seeley v. Fisher (a), although an
injunction was refused upon the facts, 1t was
‘held that where there are two rival works, the
Court will restrain the propriefor of one from
advertising it in terms caleulated to induce the
public to believe that it is the other work, but
will not restrain him from publishing an adver-
tisoment tending to disparage that other work ;
a mere libel or disparagement of property mot
giving a right to an injunetion (b).
. Lvery man therefore has a right to prevent General
goeds other than his being sold as his by another proposttien
person. |

In this proposition, and generally in trade
mark cases, the word “his” and expressions
‘tantamount thereto are used for the sake of
convenience, not with the meaning of present
ownership, but to denote some connection of the
person whose the goods are said to be, with the
goods. |

If Jones is or has been engaged in manufac-
turing, selling, inspecting, or doing anything in
connection with goods, Smith must not sell goods
with which Jones has had nothing to do, and in
selling them affirm them to be goods with which
Jones has had something to do, either by using
the expression “ Jones's goods ” or by any other
means of representation.

(@ 11 Sim, 581; 10 L. J. Ch, 275.

(0) Prudential Assurance Co. v. Knot?, L. R. 10 Ch, 142,
- B 2
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Thus for instance, if Jones manufactures iron,
Smith in selling iron which Jones has not manu-.
factured may, with reference to the quality of the
iron sold, say that it is as good as, or better than
Jones’s, but he must not say “this is Jones's:
quality,” even if the qualities are scientifically
identical, lest the public draw the not unreasonable
deduction that iron which is of Jones's quality is
Jones's iron, 8o long as thers is any danger of the
public drawing such a deduction. It may be,:
if Jones had manufactured iron of & par-
ticular kind in a particular way, and Jones is
well-known to have died long since, that in using
the expression Jones’s quality, Smith does not
mean, and no one would take him to mean, that
Jones or his successors in business had had
anything to do with the particular iron sold,—in
which case he might use the expression ¢ Jones's
quality ” lawfully (a), but in this and sumilaz
instances Smith would not be mak::..s such
misrepresentation as we have seen to be un.

lawiul,

Representn-  The representations which may, and the
tions may be . , :
madeby”  misrepresenfations which may not be made, as to
cxpress or . . .

circumstan-  the relation of specific goods to specific traders or

tial affirm. . # . .
ation. manufacturers, are, it is evident, capable of being

made, either by express verbal or written affirm-
ation, or impliedly by what may be called circum-
stantial affirination.

iy

e ]

(a) James v. James, L. R, 13 Eq. 421,
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If a notice is put in the window of a public Instances of
house that only Bass’s ale is sold there, or if 2 thl affrme
customer asks for Bass's ale, or seeing a bottle of =
ale with Basg’s label upon it, says he will buy
that bottle; in all these cases it is as much
offirmed to him that the liquor he obtains 1s
Bass’s ale, as 1if the landlord told him so in so
many words, or gave him a written statement of

the _fact.

The representation which every man may make How repre-

to the public, as to his connection with his goods, may be
, . . lawfully
may be made in any form which does not interfere made.
~with the rights of others, either in making the
hke representations as to their own goods or

otherwise,

Hence, any man may select a mark to be applied By riﬁfrki}
to his goods as a means of making representations if properly
to the public, and will be protected in the use of ™
this mark so long as he does not select as his Conditions
mark one which is calculated to interfere with chiee

the rights of others.

It will be agreed on a little consideration, Eg?ergie ]

that to use any mark which is already in use in must not be
. .  already in

the same trade either gonerally or by particular use.
persons, 18 the chief instance in which the pro-

tected use of the selected mark would be cal-

culated to interfere with the rights of others. In

other words, the mark selected must be capable of

being used exclusively by the person adopting it.

Altering the phrase once more, and taking the
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Exclusive  preliminary proposition for granted, the right

USer in o .

public to use a mark, for the purpose of making re-

reduired. presentations as to the relation of the person
adopting the mark to the goods to which it is
applied, must be acquired by exclusive public
user (a), though the period of exclusive user need
not be for any groat length of time ().

glggg{f;:fﬂ As to the objection that by allowing one
person to select, and be protected in his selec-
* tion, of a particular trade mark on his- goods,
the rights of others must be pro fanfo inter-
fered with—it is a theoretical objection which
attaches to all private rights (c); but it may be
remarked (1) that the use of the mark, as a
mark, cannot be intrinsically valuable, and that
if A. uses the symbol of a bear on guns made by
him, when this symbol is not otherwise in use
in the trade, and B. another gun-maker subse-
quently objects to A.'s so doing, and in protest
begins to mark his own guns with a& bear mark,
it would appear more than probable that his
object was not so much the assertion of an
abstract right as the perpetration of a concrete
wrong—the stealing of the benefit of A.’s repu-
tation as a gun-maker; (2) that the danger of.
interfering with the right of others has been so

(@) Lawson v. Bank of London, 18 C. B. 84 ; Maxwell
v. Iogy, L. R, 2 Ch. 307. As to the effect of the Act of

1875 upon this doctrine see sec, 2.
(b) M’Andrew v, Bassett,33L. J, Ch. 561, 4N, R.12,123,

(¢) See Mill’s Essay on Liberty.
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far recognized that the right to a trade mark
cannot be claimed, where the intention of user
only, and not the fact of user, has existed (a),
the law insisting upon actual exclusive user In
public. |

\

The Act of 1875 may at first éight appear to Alteration

‘ . . introduced
have introduced an alteration in the law requir- by Actof

ing exclusive public user, by making registration 75
equivalent to public user (b); and although 1t
may be suggested that registration may be con-
sidered as being public user, it must be confessed
that the theoretical symraetry of trade mark law

is in the Act somewhat sacrificed to the claims

of practical convenience,

The remaining cases in which the selected mark Remaining
con n

would not be protected, because calculated to of proper

interfere with the rights of others, are those in %]:‘f fnfépi

. . ‘ . . causl non
which the maxim ex turpi cauwsd non oritur actio oriwr actio.

. dulent
applies ; as would be the case where the mark was yage,

used in o fraudulent trade (¢), or where the mark

itself contained a misrepresentation calculated t0 gaicehood in

deceive the public,—the fact of the claimant of {248 mark

the mark having been guilty of collateral fraud
not being a ground for enabling another person
-to commit a further fraud with impunity (d).

(e) Maxwell v. Hogg, L. R. 2 Ch. 807.
(b) See Act of 1875, sec. 2.

(¢) See remarksin Zee v. Haley, L. R. b Ch, 155.
(d) Ford v, Foster, L. R. 7 Ch., 611, where the older
cases ave cited end explained.
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‘ 1
gﬂf 0{ word  An instance of misrepresentation in the mark
JieEnt In

trade mark. jtgelf which has frequently come before the Court, !
is the use of the word Patent, in the trade mark,
in a sense which was untrue (a).

Deception  Tho deception which arises in these cases was
ooy, thus expressed by Wood, V.-C,, in refusing an-
injunction in Morgan v. McAdam (b).

¢« All those who are induced to buy these
crucibles thus described as ¢ Potent Plum.

bago Crucibles,’ are to a ceortain extent
deceived, because they are led to believe

that the article 1s protected by a patent,

and they may be induced to purchase it
from the plaintiffs, under the belief that
there is a patent, and that the plaintifis, or

at least some limited number of persons, are

the only persons authorized to sell it, and |
further they are led to believe that, if they §
should be minded to set wup any manu- |}
factory of the same kind for themselves,. §

they would be unable to do so, in conse- |
quence of the plaintiffs being the possessors, |
either by way of license or ownership, of §

a patent preventing the world at large
from imitating the article which is sold by §
them under this particular designation.”

Pl

(a) Flavel v. Harrison, 10 Hare 487,22 1.. J, Ch. (N.8.),
886 ; Morgan v. McdAdam, 38 L. J. Ch, 228, See also
Leather Cloth Co. v, Amertean Leather Cloth Co., 11 H. L, - §
Ca. 528, 35 L. J. Ch, b3, and Ford v. Joster, ubi suprd. "

(0) 36 L. J. Ch. 228.
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How far the owner of goods, which, during tho Case of
oxistence of a patent, have become known by a i:::tg |
trade name or mark contaming the word patent, expirede
can continue to use the old name or mark, does
not appear to be quite decided («).

Of course it would be- better, and those who
are inclined to act with proper honesty would
take care, to put the date of their patent upon the
articles which they designate as patented; but
when this has not been done, it is submitted that
a plaintiff who could adduce strong proof that the
word patent had become a mere descriptive name
or mark of quality, and no longer made to the
public the deceptive representations above-men-
tioned, would not be deprived of his remedy
against an infringer because of the word patent
in the plaintiff’s trade mark ().

Prior to the passing of the Act of 1875, in Essential

particulars

cases not connected .with the Act of 1862, but ofwade

founded on circumstantial misrepresentation, the important
before the

question whether the misrepresentation was made passing of
by means of a trade mark or by some other form ;}5;5‘}“ °
of circumstantial affirmation, which involves the
question of what the essential particulars of a

trade mark are, was not of so great importance as

(a) See Ldelsten v, Vick, 11 Hare 78 ; Lord Kingsdown’s
remarks on tnat case in the Leather Cloth Co.’s case ubi
suprd, and Morgan v. McAdam, ubs suprd,

(h) Marehall v. Rogs, L. R. 8 Eq. 651. Seethesomewhat
annlogous reasons quoted at page 16 as to the test of a
trade name or mark having become publici juris.

L 'B3
f
f
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it is likely to become in future. (See Act of
1875, Section 1.)

Hitherto the use of that which served the pur.
pose of making unlawful representations, whether

it was a surname of a living (@) or of a deceased

trader (), a fancy name as Eureka (c), initials (d),

a particular kind of tallies applied to bundles of
iron wire (e), an adjective, as Excelsior (f), the
name of a country as Anatolia (g), of a place as
Glenfield (%), or Leopoldshall (¢), the name of a
former employer so written over a shop as to

make it look like his (%), the name of a former |

partnership firm employed in the same way (J),
skilful and correct references o a rival trader, and

certificates in his favour in order to introduceo his
name in comiection with the goods (), o com-

bination of common colours, inscriptions, route,

and livery of driver and conductor in an omni-
bus case (n), a name in a particular locality, as

(a) dinsworth v. Walimasley, 1. R. 1 Eq. 518.

(0) Dent v. Turpin, 2 J. & H. 139, 30 L. J. Ch, 495.

(c) Ford v. Foster, L. R, 7 Ch. 611.

(@) Hall v. Barrows, 4 De G. J. & S. 150,

(¢) Edelsten v, Edelsten,1 De G. J. & S. 185, -

(f) Brakam v. Bustard, 1 H, & M. 447,

(9) MM’ Andrew v. Bassett, 33 L, J. Ch. 561,

() Wotherspoon v. Currie, L. R, 6 H. L. 508, 42 L, J.,
Oh. 130.

(i) Radde v. Norman, L. R. 14 Eq. 348,

(k) Glenny v. Smith, 2 Dr. & Sm. 476.

(I} Hookham v. Pottage, L. R, 8 Ch. 91,

(m) Franks v. Weaver, 10 Beav, 297,

(n) Knott v. Morgan, 2 Keen 213,

T ————
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“The Pall Mall Guinea Coal Company” in
‘Pall Mall (@), a fancy name in lawful use by
traders infer se (D), or surnames, beiny the name
of the defendant and a person whose permission
he had obfained, and not the name of thy plaintiff,
but used so as to be a fraud nupon the plaintiff (¢),
has been equally and within proper limits (d)
restrained, on & fit case for protection being made
out, without any nice distinctions being raised
a3 to the essential particulars of a trade mark,
hecause the same principle was applied in all
cases, whether trade mark cases or not.
Although, however, trade mark law is greatly Trade mark

lIaw does not

concerned with the considerationof what represen- ﬁ;mﬁr;dtgz:_ )

tations in respect of goods are lawful and what preseatations
unlawful, it does not depend solelythereon; forthe =
Court of Chancery in an early case (¢)decided, that, ! gnorance of
if the defendant had used the plaintifi’s trade mark excuse.
ignorantly, under such circumstances that if he

had used it knowingly he would have been liable

at common law in an action for deceit and mis-
representation, the Court would, notwithstanding

his innocence, restrain the infringer; thus re-

cognizing the right to the exclusive use of a trade

mark as a species of property. Whether and if

80 in what sense the word property could be

properly applied fo the right thus recognized, has

(a) Lte v. Haley, L. R. b Ch. 155.

(b} Ford v. Foster, L, R. 7 Ch. 611.

(¢} Creft v. Day, 7 Beav. 84, .

(d) See post, page 23.

(e) Millington v. Fox, 3 My. & Cr. 338.
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Inwhat  heen a quesfion upon which different judges have

sense the : .
right touse expressed taemselves differently. In a recent

5%%;?:;‘. ¥ case (a) Wood, V.-C,, put the matter as follows s—
“ This Court has taken upon itself to protect a
man in the use of a certain trade mark as
applied to a particular description of article.
He has no property in that mark per se,
~any more than in any other fanciful de-
nomination he may assume for his own
private use otherwise than with reference
to his trade. If he does not carry on a
trade 1n iron, buf carries on a trade in
linen, and stamps a lion on his linen, another
person may stamp a lion on iron ; but when
he has appropriated & mark to a particular
species of goods, and caused his goods to
circulate with this mark upon them, the
Court has said thet no one shall be at
liberty to defraud that man by using that
mark, and passing off goods of his manu-
facture as being the goods of the owner of
that mark. .And inasmuch as the Court
protects the owner of the mark, he is en- °
titled to authorize another, when he hands
over his business to him, to place that
mark on his goods. That is a right which,
being protected by this Court, may be dis-
posed of for value, may be bought and sold,
and 18 therefore, in that senso of the word, -
‘ property.’”

V. S

' (a) dinsworth v. Walmsley, L. R. 1 Eq. §18.
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The following remarks of Wood, V.-C., on'the Explanation
case of Millington v. Fox (a), explain the bearing toav. P
of that case very clearly :—

“] never could understand why the case of

Millington v. Fox introduced any diffi-
culty. The principle of Millington v. Fox
is this, that although a person has used
another man’s trade mark perfectly inno-
cently, if he continues for one moment after
he has been told of it to use another man’s
trade mark, he does so fraudulently, and, if
he seeks to keep in his pocket profits
which he has made by representing, how- f
ever innocently, that his goods are another
person’s, after he has been told of the fact,
it is fraud” ().

Property in a trade mark being acquired can How the

be dealt with only to a limited extent in connec- e ok

tion with the goodwill, or some part of the good- may be dealt

will of the business in which it is acquired,

Indeed, it would appear to form part of the E_?S]négggf
goodwill of the business (c), if the second sec- willof |
tion of the Act of 1875 did not appear to suggest

& distinetion between the two,

~ {(a) 3 My. & Cr. 3888,

(0) MAndrew v. Bassett, 33 L. J. Ch. 561,10 L, T,
(N. 8.) 445.

(¢} Bury v. Bedford, 4 De G. J. & S. 352, 10 Jur.
N. 8. 503 ; Hall v. Barrows, 4 De G. J. & S. 150, 83
L. J. Ch, 204, 10 Jur. N. S, 55; Churton v. Douglas, 1
Johns, 174, 28 L, J. Ch. 84l.
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Anassetof A trade mark forms part of the assets of a |}
partnesshup. partnership, and if upon forming & partnership §
nothing is said as to the right which one partner |
has to use a particular mark, he will be beld to |
have contributed it to the common stock (a). |}
Conditions  Although the right to a trade mark may be §
of valid . g . . . .
assignment, assigned or transmitted in connecfion with the }
goodwill of the business fo which it applies, it
must be remembered that the use of the mark §
cannot be protected in the new owner, if the g
change of ownership has caused the mark to
become calculated to deceive the public, Thus, §
if an engraver, whose profits and reputation de- §
pended upon the personal skill he applied to his
work, were to assign the goodwill of his business §
to another engraver, that engraver could no more §
be protected in the use, upon engravings of his ¥
own, of a mark which hed by the retiring en- §
graver been exclusively used upon engravings g
executed by him, than in the use of a written f8
statement that the engravings of the one are the B
engravings of the other artist. '

Changein ~ Upon this point however, it must be remem-

meaning ot . e,
trade names bered that names, and initials, and symbols, used §

?;iﬁﬁ?& in the first instance to denote the relation of @
um . : .
goods to specific persons, may in the course of @
time become mere trade marks denoting quality, &
and assignable under the same conditions as other §

trade marks.

(¢) Bury v. Bedford, ubi supra,
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In such cases the use of the names or
initials does not, and is not calculated to, deceive
the public, who, if they take the name for
anything more than a sign of the quality of the
goods, consider that the makers or vendors are
thereby represented as the successors in business
of the original malker or vendor.

When the right to a trade mark is assigned nfer Several
vivos or transmitted on death, it may come to
belong to several persons having separate rights,
each of whom must recognize the other’s right,
but can enforce his own exclusive right against
the rest of the world, without making the other
several owners parties to his suit.

Thus, in Dent v. Turpin (a), the original
watchmaker of that zname, having carried on .
business in more places than one, bequeathed his
several businesses to distinet persons, each of
whom brought a separate suit against a wilful
infringer of their common trade mark, ¢ Dent,
'London,” and on & demurrer for want of parties
it was held that there was not such a common
interest in the wrong done that the plaintiffs
must necessarily join 1x one suit,

It appears that the right to a trade mark may Rightlost by

. abandon-
be lost by abandonment or acquiescence (b), ment or ac-
but where an injunction has been obtained against As to cases

L) - L) h
particular persons, it will be enforced at any sub- ?%i:;f:ﬁgn
oLtained,

(a) 2J. & H, 139; 30 L. J. Ch, 485,
(b) Cocks v. Chandler, L. R, 11 Eq. 4486.
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sequont time unless such acquiescence on the
plaintifl’s part is made out as amounts to a licenso

to use tho wark («).

Test of Tho test by which a decision i3 to he arrived

-'.lhillldﬂn- » .
mentto &b whether a word which was originally a trade

ublic use ¢ ;
iability to- Inark has been abandoned to public use, and

il'ffifﬁgjm bocome, as it is commonly called, publict juris, ia
whether the use of it by other persons is still
calculated to deceive the public; whether it may
still have the effect of inducing the public to buy
goods not wade by the original owner of the
trade mark, a3 if they were his goods., If the
mark has come to be go publiec and in such uni
versal use that nobody can be deceived by the
uge of it, and can be induced from the use of it
to believe that he is buying the goods of the
original trader, then, however hard it to some
oxtent may appear on the trader, yot practically,
as the right to a trade mark is simply a right to
prevent the trader from being cheated by other
person’s goods being sold as his goods, through
the {raudulent use of the trade mark, the right to
the trade mark must he gone (&). With reference,
Fiffoct of Act howoever, to this test and questions of abandon
?hulpﬁnﬂt? ment generally, it will be found that the Act of
187D, sec. 3, introduces important alterations
in tho case of registered trade marks, but the

(@) Rodgyers v. Nowill, 8 Do G. M. & Q. 614.
(U) Ford v. Loster, L. R. 7 Ch, 611, at p. 628.
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quostion of abandonment is still likely to arise
where registration is opposed, or the rectification
of the Register is sought.

Although the right to a trade mark may be lost Use of the
by abandoument or acquiescenco, yet the original L‘}?E?na:.
inventor of a new manufacture and those claiming
under him are alone—apart from all question of
trade mark—entitled to designato such manu-
facturo as “ the original,” and, if ho or they have
boen in the habit of so designating their manu-
facture, an injunction will be granted to restrain
anothor manufacturer from applying the desig-

nation to his goods («).

A trade mark is said to be infringed, when it or Infringe-
. . . ment,
an imitation of it is so applied to goods other
than thoso of the owner of the mark as to decoive
the immediate purchasers of the goods, or those to
whoin the goods are ultimately sold, into the belief
that they are buying the goods of the owner of
the trade mark, Thus it is an infringement, not
only when a mark is fraudulently applied and
sold to those who are ignorant of the deception,
but also when a manufacturer applies a mark
which he thinks is a mere brand of quality, and
which neither he nor his immediate customers
know to bo a trade mark bolonging to anybody

at all (0); or when an innocent manufacturer

(a) Cocks v. Chandler, L. R. 11 Eq. 446.  See¢ also
James v, James, L. R. 18 Eq, 421.
(b) Millington v. Fox, 8 M. & Cr. 3838.
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applics 8 mark at the request of an innocent or
fraudulent retail dealer (@), or when both manu-
facturer and retail dealer concur in the fraud (b);
in any case, if ‘the goods arc or are likely to be
actually passed off to the public as the goods of the
true owner of the mark, the infringement has
taken place.

Where an exact copy of the plaintiff 's mark
has been applied by the defendant to goods of

Where exact @ class to which the plaintiff establishes his

copy of mark

used,

Where

cnlptlrgijlc
imitation.

Similarity,

exclusive right to apply his trade mark, the
infringemont will generally be made out by
proof of these facts.

In cases where a similar, and not the identical
mark is adopted, that is to say, where there has
been what is called a colourable imitation of the
plaintiff’s mark, the infringem&nt will be proved.
by shewing actual cases of deception of persons
of ordinary caution, acquainted with the plain-
tifl’s mark, or such similarity in the similar
mark as is under the circumstances calculated to |
deceive a person of ordinary caution, acquainted
with the plaintiff’s mark (c). Proof of an actual
fraudulent intent to deceive on the part of the
person using the similar mark, will have great

(¢) In these cases the manufacturer, if exposed to legal
proceedings, has a remedy over against the retail dealer.
Dixon v. Faweus, 3 E, & E. 6537, 30 L. J. Q. B. 18],
8 Jur. N, 8. 898.

(b) Sykes v. Sykes, 8 B, & C. b4l.

(c) Leather Cloth Co. v. American Leather Cloth Co,
11 H. L. Ca. 523, 35 L. J. Ch. &8.
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weicht on this point (), but, whore such intent
is not proved, proof of actual deception will be
expected from the plaintift, who will not find the
Court ready to discover sufficient similarity in
the marks to entitle him to an injunction (b).

When the question of similarity arises, the
Court will judge by actual comparison in court,
and witnesses have also been allowed to state
their opinion as to the chance of the mark decetv-
ing the public (c).

19

In considering questions of similarity, it should Similarity.

be remembered that two marks may be very
similar without being calculated to lead the
public to mistake ome for the other. Thus,
where Crosse and Blackwell, and Crabb and Co.,
each used very similar Iabels on their Picecalilli
pickle bottles, the former were refused an injunc-
tion against the latter, because as each party had
their own name printed in large letters ontheir own
Inbels—the two labels differed in the very point at
which customers would be sure to look (d).

It must, however, be remembered thst the ob-
joct of the infringer of a frade mark may be and
genemlly is twofold. This was explained by
“Lord Langdale (¢) in the following words :—

“It is perfectly manifest that two things are

(a) See the cases cited in Cope v. Evans, L. R.18 Eq. 138,
30 L. T, 292,

(8} Cope v. Evans, ubt supra.

(¢) eg. Glenny v. Smith, 2 Dr, & Sm. 476,

(d) Blackwell v. Crabb, 86 L. J. Ch. 504,

(&) Groft v. Day, 7 Beav. 84, at p. 88.

Objects of
infringer
may be
twofold.
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required for the accomplishment of a fraud I

such as is here contemplated. First, there

must be such a general resemblance of the

forms, words, symbols, and accompani-

ments, as to mislead the public. And

gecondly, a sufficient distinetive individu-

ality must be preserved, so as to procure

for the person himself the benefit of that

deception which the general resemblance 1s

caleulated to produce. To have a copy of |

the thing would not do, fur, though 16 might:

mislead the public in one respect, it would

lead them back to the place where they |

wers to get tiie genuine article, an unitation " §

of which is improperly sought to be sold.

For the accomplishment of such a fraud it |

is necessary, in the first instance, to mislead §

the public, and in the next place, to secure §

a benefit to tho party practising the decep-- §

tion by preserving his own individuality.”

The fact, therefore, that the alleged infringer’s §

name and address appear upon the goods with §

reference to which complaint is made, will not §

have weight in the defendant’s favour in con- §

sidering the question whether infringement has §

been made out; but it may, it is suggested, have |

considerable weight on the question of damages, }

when the plaintiff alleges that his trade reputs- §

tion has suffered from the inferiority of the

spurious goods brought into the market by the
defendant,

It is not necessary that the similarity should
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be so great as to deceive when the two marks are
placed side by side for comparison ().

There i3 one class of cases where the same Cases where
relief will bo given as if the mark had been ;T:f:ﬁ"::;d
copied, although there may be no similarity be- snifanty.
tween the true mark and that adopted by the
infringers, namely, where from the use of a par-
ticular mark, an article of trade has becomse
known under a particular name.  Here the right
of tho person using the mark extends both to the
use of tho mark and the use of the distinetive
appellation resulting therefrom (b), and, there-
fore, if another person adopt a mark not similar
to the mark of the person entitled to have the
distinctive appellation applied to his goods, but Similarity of
still such as will cause the goods to which the resulting
dissimilar mark is applied to bear the same dis- similarmark.
tinetive appellation in the market, the use of

such dissimilar mark will be restrained (c).

Where tho alleged infringer bears the same Where
1 | Egﬂ

name as appears in the trade mark, or name infringer
ears the

alleged to have been infringed, it is often difficult name ap-

to decide whether there has been any infringe- Prade mark.

ment.

(a) Seixo v. Provezende, L. R. 1 Ch, 192,

(0) See remarks of L. C. in ZEdelsten v. Edelsten, 1
De G. J. & 8. 185, at p. 201

(c) Seixo v. Provezende, L. R.1 Ch. 192. See remarks
on this case in Cope v. Evane, L. R. 18 Eq. 138,
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For, as Lord Justice Knight Bruce said ina
celebrated judgment (@), where the right to sell
an Essence of Anchovies under the name of
Burgess was in dispute :—

« All the Queen’s subjects have a right, if they
will, to manufacture and sell pickles and
sauces, and not the less that their fathers
have done so before them. All the Queen’s
subjects have & right to sell these articles |
in their own names, and not the less that
they boar the same name as their fathers,” |

And Tord Justice Turner in the same caso |
said :— |
~ «“Where a person is selling goods under g |

particular name, and another person nof |
baving that name is using if, it may be |
presumed that he so uses it to represent |
the goods sold by himself as the goods of §
the person whose name he uses ; but where |
the defendant sells goods under his own |
namo and it happens that the plaintiff has §
the same name, it does not follow that the |
defendant is selling his goods as the goods §
of the plaintiff. Itis & question of evidence
in each case whether there is a false repre- §
sentation or not” (b),

But where a case of fraud is made out, the |

Court will not hesitate to grant an injunction, §

(a) Burgess v. Burgers, 3 De G. M. & G. 896. _,
(b) This point was also considered in Rodgers v. Nowill, §
6 Hare, 320. -.
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even where the defendants are in ordinary cases
entitled to use the name by which the deception
has been carried out, and the plaintiffs are not,
Thus, in Croft v. Day (a), the plaintiff Croft
claimed the exclusive right to use the style of
Day and Martin in a particular business and
way, and the defendant, whose name was Day,
had obtained from one Martin the right to use
- his name, yet the Court did not hesitate to
interfere sufficiently to protect Croft.

In all cases, and even where fraud is estab- Caution
exercised by

25

lished, the Court will be very careful not to act the Court i

in any way which will operate to restrict a injunctions.

person in the proper use which he may make of
his own name, Thus in Churton v. Douglas (b),
the defendant, John Douglas, had assigned to
the plaintiffs, two of his partners, his share in a
business whica the defendant, the plaintiffs, and
another person, had carried on under the style of
“ John Douglas and Co.”; the defendant after-
wards got some other persons to join him in a
partnership in the same class of business and
locality, which it was proposed to carry on under
the style of “John Douglas and Co.,” under
circumstances which shewed his intention of
depriving the plaintifls of the benefit of the
assignment of his interest in the old firm, which
he had made to them. It was held that all that

(a) 7 Beav, 84,
() 1 Johns, 174, 28 L. J. Ch, 841,
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was wanted was a fair representation on the
defendant’s part that he was carrylng on a
totally diffsrent business, and although provision
was made, in the injunction which was granted,
that the defendant should not trade under the
style of John Douglas and Co., the injunction
was carefully framed not to prevent him using
his name of John Douglas if he could contrive
to do so without holding out to the public that
ho was carrying on the old business,

The same caution is applied in all cases. Thus,
where it was decided that the plaintiff was
entitled to the execlusive use of a trade nams,
only so far as the public was concerned, the
injunction was carefully framed to prevent
its operating to hamper the use of the name in
trade circulars, and generally amongst traders
anter se (a).

Remedies The remedies to which an owner of a trade
mark is entitled, on infringement of his mark
by eriminal  DEINE made out, are various. He may, in cases
procecdings. of fraud, resort to criminal proceedings, either
founded upon the Act of 1862, or upon the law
as to cheating and obtaining money under falss

pretences.
Ciil . He may also resort to the civil remedies given
under the  him by the Act of 1862,
ct of x862,

——l

(@} Ford v. Foster, L. R. 7 Ch. 611, See the inatances
of injunctions given at p, 10, ante.
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The reader is referred on these points to the
Act itself und the notes thereon.

The 34th section of the Judicature Act of Civil

- remed
1873 enacts, that there shall be assigned to the apart from

Chancery Division of the High Court all causes Act of vBo2
and matters for the purposes there mentioned,

which include the taking of partnership or other
accounts. In cases where this enactment applies,

the plaintiff in trade mark cases shonld assign

his action to the Chancery Division ; but in other ¢4 which

cases, it would appear that he may select which $¥5en of

division he pleases, and that in every case so far Lourt the
ss jurisdiction is concerned, he may obtain the $120d be
relief formerly appropriate either to common law
or equity Courts, or, whennot inconsistent, to both.
If this is borne in mind, it will probably be the
safer plan to consider what remedies a plaintiff
could, previously to Nov. 1, 1875, have obtained,
rather than to attempt to forecast the manner in
which these remedies will be amalgamated in

future cases.

Proviously to Nov. 1, 1875, the common law Civil
. . remedies
remedy, appropriate in trade mark cases apart prior to Nov.

from the Act of 1862, was damages in respect of f:’c:::;un
past infringements, an injunction being also law.
obtainable under the Common Law Procedure

Acts, Substantial damages were usually obtained DPamages.
where the plaintiff was shewn to have been
prevented from selling, by the defendant’s having Substantial.

gold instead of him, and also where the plaintiff’s
o )

—r
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reputation was shewn to have suffered, by reason
of the defendant’s passing off, as the plaintiff’s,
goods inferior to the plainiiffs (a).

Nominal. If however, the plaintiff did not allege and
prove any speoific damage, it was considered that
the action was brought to try the right, and if
the right was established the plaintiff recovered
nominal damages (b).

Proof of An action would not lie at common law against
fraud . . . .
nccessary at ' What has been called an innocent infringer, as it

common {aw,
was necessary to prove fraud (c).

Remedies in -~ The chiof remedy formerly appropriate to the

Equity, . . .

Injunction. CQuity vourts took the form of an injunction to
restrain the defendant. from continuing to do
that which if done after notice would have ren
dered him liable to an action at law.

uible - The equitable ralief by injunction was said te
% thelegal he in aid of the legal right, and therefore in
many cases, prior to the passing of Sir John
Rolt’s Act, 25 & 26 Vic, ¢, 42, the Court before
assisting the plaintiff put him to the establish-
ment of his right at law, by means of an action

against tho defendant (d),

(¢) As to the assessment of damages see post, page 2/.

(0) Blofield v. Puyne, 4 B. & Ad. 410; Rodgers v.
Nowill, 5 C. B, 109,

(¢) Crawshay v. Thompson, 4 Man, & G. 357 : b Scott,
N. R, 5662; 11 L. J. C. P. (N. 8.) 801 : Dizon v. Fawcus,
SE. & E. 637; 30 L. J. Q. B. 137 ; 8 Jur. (N. S.) 806.

(d) For further information on this point see Ford v.
Foster, L. R. 7 Ch. 611 ; and compare the remarks on
Millington v. Fox, quoted at page 13 ante,




TRADE MARKS. | 27

As to the formof injunction in trade mark cases ; Form of
Injunction,
seo Seton on Decrees, and the remarks on page 23,

anle.
Under Lord Cairns's Act 21 & 22 Vie, ¢, 27, Equitable

jurisdiction

in all cases where the Court of Chancery had e ges.
jurisdiction to entertain an application for an
injunction against the commission or continuance
~of any wrongful act, it was lawful for the Court,
if it thought fit, to award damages to the party
injured, either in addition to, or in substitution

for, such injunction.

For the procedure under this section, and the former
consolidated orders relating thereto, see Morgan’s
Chancery Acts and Orders, and Daniel’s Chancery

Practice,

The principles upon which both at law and Principles of

assessment,

] 1 o 1 of damages
In equity, damages wero assessed in respect of of amage

infringements of trade marks appear to have been equity the
tho same—except that, as the question of right
" was always tried in Chancery apart from the Exception.
.~ assessment, no case for merely nominal damages
could be made out in Chancery.
Where substantial damages were pressed for,
the onus of proving special damage lay upon the
plaintiff (),
It was contended in the case of The Leatler-
Cloth Co, v. Hirschfield (b) in respect of one
-head of damage that the measure of damage

would be the profit which the plaintiffs would

(0) Leather-Cloth Co. v. .Tirschpield, L. R. 1 Eq. 299.

(0) L. R. 1 Eq. 299.
¢ 2
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have made, if they had sold the same quantity
of their goods as the defendant had of his geods
marked with the imitation of their mark, This
contention was howuever over-ruled, for it did not
of course follow that the buyers of the low |
priced goods, which the plaintifis alleged to be
inferior to theirs, would have bought the plain. |
tiffs’ higher priced goods; or that, if they had
wanted coods marked with the plaintifis’ mark,
they would have purchased directly from the
plaintiffs instead of going to some of the licensees
or customers of the plaintiffs,

In illustration of this point the distinction J
between trade marks and patent cases on the P
question of damages, as stated in a recent §
case («), may be quoted. It was put thus—

“ In the former ease the article sold 1s open to §

the whole world to manufacture, and the §
only right the plamntiff seeks 1s that of §
being able to say, ‘Don’t sell any goods §
under my mark,’ He may find his cus- §
tomers fall off in consequence of the §
defendant’s manufacture; but 1t does not B
necessarily follow that the plaintiff can [
claim damages for every article manu- |}
factured by the defendant, even though it §
be under that mark. On the other hand, §
every sale of a patented article must be 8 ¥
damage to the patontee.”

(a) Davenport v. Rylands, L. R. 1 Eq. 302,
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A suggestion has already been made as to the
bearing of the mode of infringement upon the ques-
tion of the assessment of damages, in respect of the
loss of reputation sustained by the plaintiff («).

Excopt in cases in which the reputation of the Accountin
plaintiff’s goods has suffered severely on account ity
of the inferior articles which the defendant had
palmed off as the plaintiff’s, the courss usually
adopted by the plaintiff was to claim to treat
the defendant as having been the plaintiff’s
agent in selling the goods which the defendant

] : « + Account of
had improperly marked, and accordingly to eclaim J¢Gounte

an account end payment by the defendant to
the plaintiff of the profits which had been made
by the sale of the marked articles.

An account was a romedy practically peculiar fﬁﬂﬁ?‘ to
to equity ().

In one case the account was limited to com- ﬁi‘:f;':f;f of
mence at the date of the filing of the bill on refusal of an
account of the laches and collateral misconduct
on the part of the plaintiff (¢), and in the same
case Mellish, 1.d., referred o an account in such
terms as would make it appear that it ought not
“to he granted in cases where nominal damages

only would be recoverable at law.

In the case of Curtier v. Carlile (d) the gg:f;;'t‘“

{a) Ante, page 20,
- {b) As to the action of account at common iaw, see
Bullen and Leake’s Precedents,

(¢} Ford v. Fagter, L. R. 7 Ch. 611.

{d) 31 Beav. 292, 8 Jur. (N. S.) 183,
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lnte Master of the Rolls granted an account
agninst an innocent infringer.  In the following
year Lord Westhury, in a case in which the point
was not material, and Curtier v, Curlile wus not
cited, sald :

¢ It ig woll founded in reason, and also settled

by decision, that if A, has acquired property
in a trade mark which is afterwards adopted
and used by B. inignorance of A's right,
A. is entitled to an injunction ; yet he is
not entitled to any account of profits or
compensation, oxcept in respect of any
user by B. aftor he beenmo aware of the |
prior ownership” {«).

Anl in a easo which subsequently came hefore
the same Master of tho Rolls ke followed the
dictum in Filelsten v. Fidelsten, but mado no
reference to thoe ense of Curtier v. Crarlile, which
was cited to him (b).

In most of the reported trade mark cnses, an
aceount against an innoeent infringer has been
waived ().

[t is somewhat difficult to recoucile all the
cages referred to above, etther with ono another
or with principle; bul it 18 submitted that,
however hard it may appoar upon an inmocent
infringer, and however ungencrous it may be for

ST — iyl e

() Edelsten v. Edelsten, 1 Do G. J. & 8. 185 at p, 198

(h) Mocet v, Conston, 33 Beav, 578, 10 Jur, N. 8, 1012

(e} L Midlington v, Koz, 3 My, & Cr, 338 ; Durgess v,
IHlls, 20 Benv, 244 5 Buwwyess v. Hately, 1. 249,
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the plaintiff’ to insist upon an account in such
cases, yet that a plaintiff who is not In any
defoult, should be considered entitled fo an
account, of the profits proporly attributuble («) to
the improper use of the mark by the defendant.

The account was limited to the six years prior }uuit f
to the filing of the bill (b).

When one of two persons, each entitled as Several
against the rest of the world to the exclusive use
of a trade mark, asked for an account of profits
nmade by the infringer, and payment by him of
the portion of the profits to which the Cowrt

might hold the plaintiff entitled, the account was
ordered (c).

As to the destruction or disposal of chattels Specific

relicf vnder
to which a mark has heen improperly applied seo Act of 1862

sections 2, 3, and 21 of the Act of 1862 ().

Various instances (¢) have occurred in which E;’;"';:;
the Court of Chancery has ordered specific relief relief.
of a similar character, interfering more or less
with the defendnnt's rights of property, and
without reference to the Act of 1862,

I L mgre-lngls-ag-a— e,

ek el -

(z) See directions on this point in Cartéier v, Carlile, 31
Beav. 292 ; 8 Jur, (N. 8.) 183.

(b) Curtier v. Carlile, ubi supred. See also L. R. 7 Ch. 633.

(¢} Deut v, Turpin, 2.5, & H. 139, 30 L. J. Ch, 400.

(d) Pagen 46, 49, and 66,

{e) Seid quiere; How far they are eapablo of being recon-
ciled with the privciplo of Cudburn v. Simma, 2 Hare, 543,
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Thus, in Upmann v. Elkan (a), where certain |
boxes of cigars to which the plamtiffs’ brand

had been fraudulently applied were in the hands.
of innocent consignees, it was ordered that if the

consignors did not intervene the brands of the
plaintiffs should be erased from the boxes of
cigars in the bill mentioned, and that the plaintiffs |
snowid hwve o lien on the boxes of ecigars bearing
the brand of the plaintiffs, for certain costs men-
tioned in the order. f_

So, too, in Furina v. Si{verlock (b) a decree §
was made for the delivery ur to the plaintiff of |
the defendant’s stock of iubels, which were |
colourable imitations of the plaintiff’s labels.

Again, in another case (¢), which was not
however a trade mark case, part of the deerce
was that Messrs, Day and Son should give up
to the plaintiff certain lithographic plates, and
any documents prinfed or lithographed there-
from. The report does not stute, buf it would
appear that the plates were to be restored to
Messrs, Day and Son when defaced.

The defences which have been commonly made
in cases of infringement are suggested by the
topics already mentioned. They consisted usually
of one or more of the following points :—

(1.) Denial of the plaintifi’s having acquired the

(¢) L. R, 12 Eq, 140, affirmed on appeal 3. 7 Ch. 130.
‘Bee also Ponsardin v. Peto, 33 Beav. 642 ; 32 L, J. Ch, 371.
(b) See report in 4 K. & J. 650,
(c) Emperor of Austria v, Day,3 De G. T, & J. 217,
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right he claims, raising the questions of
exclusive publicuser(a)and publici juris.
(3.} Assertion that the defendant has lost his
right by abandonment oracquiescence (b).
(3.) That the maxim ex turpi causd non ordur
actio applies (c).
(4.) Denial of infringement (d).
(5.) In common law cases, that the defendant’s
guilty knowledge had not been shewn (e).
(6.) Upon the question of costs, that the
defendant offered the plaintiftf' all the
redress and satisfaction to which he
was entitled hefore the hearing (f).
Laches and delay on the plaintiff’s part may
also be available against him, but in considering
the question of delay, it must not be forgotten
that the plaintiffs are justified in waiting to
collect evidence of actual deception, so as not to
have to call upon the Comt to decide on grounds
of conjecture (g), and also that delay on the part
of the plaintiff will be no reason against granting
an injunction, if the nature of the injunction is
such that, even if it is granted, the defendant will
not have been injured by the delay (%).

(a) Ante, page b.

(0) See page 15.

(c) See page 7.

(d) See page 17.

(c) See page 26.

(f) See cases cited on the question of costs, page 34.
(9) Lee v. Huley, L. R. 5 Ch. 155b.

(R} Lee v, Huley, ubi suprd, ]
C

33
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Costs.
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The costs of all proceedings in the High Court
are in tho discretion of the Court (@); but the
Court will be guided in their discretion by the
older cases, and where proper by the enact-
ments in the Act of 1862 (0).

As a general rule the costs would be given to
the successful party.

Where the defendant is an innocent infringer,
and upon receiving notice of the plaintiif’s claim
offers to give him all he can obtain by a suit, an
undertaking not to continuc the infringement,
compensation, and the costs of all procecdings
the plaintift has already taken, the plaintiff will
not get his costs ; but i1f the defendant necedlessly
dispute the plaintiff'’s claim, or does not offer
him all he can eclaim, the costs will follow the
event (c).

In a case where the Court held that both
parties were in the wrong, no costs were given to
either side (d); which was also the case where
both parties were engaged in vending #n articlo
used for the deception of the public (¢).

e o .

(@) Ord, LV, of the first Sched. to the Jud. Act, 1875.

(b) Sco that Act, post.

(¢) Millington v. Fox, 3 Wy. & Cr, 338; Burgess v. Hills,
26 Beav. 244 ; Burgess v, Hately, tb. 249, See also
remarks of the V.C, in M‘dndrew v, Bassett, 33 L. J. Ch.
561, 4 N. R. 12,

* {d) Moct v Couston, 33 Beav, 578 ; 10 Jur., (N. S.) 1012,

(¢) LEstcourt v. Estcourt Hop Essence Co., L. R. 10
Ch. 276,
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PART IT .

Contains practical suggestions as to the selection
of trade marks and directions as to obtaining regis-

tration.

The Trade Mark Registration Aect provides Reasons for

that from and after the Ist of July, 1876,
a person shall not be entitled to institute any
proceeding to prevent the infringement of any
trade mark as defined by the Act, until and
unless such trade mark is registered in pursuance

of the Act.
The reason, therefore, for registering is plain

to all traders who value the reputation which
attaches to a trade mark.

registerin:.

In return for the compulsion thus put upon Advamages.

the trader to register, the act greatly facilitates
the proof of his title to use the mark-—which
was formerly often a matter of extreme diffi-
culty, proof of exclusive public user heing re-
quired—and the discovery of information as to

marks already in use.
Registration is by see. 3 of the Aet, made for

the first five years primd facte, and subsequently
incontrovertible proof of the right to the exclu-

sive use of the mark.
When registration is determined upon, the first

point to be decided is of what the trade mark
shall consist,
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Suggestions  When the trader has a trade mark already in
Mection ofa use, under which his goods have obtained a
rade mark: - voluable repute in the market and with his
business connections, he will naturally seck to
register that mark, unless lie knows of anyone
who claims a conflicting right to use the same
or g similar mark, and who will be likely to
oppose his registration ; in which case the intend-
ing registeree will consider whether the use of
the old trade mark is of sufficicnt value to him
to make 1t worth his while to combat that oppo-
gition ; if not, he will select 2 new trade mark.
Thoere is a provision made in the 10th section
of the Act defining what may be registered as a
trade mark, in favour of trade marks in use as
trade marks before August 13th, 1875, so that
there will rarely be any difficuity in rogistering
such old trade marks, although they may not
come within the definition of the Act adopted
for new trade marks. If, howaever, that which
has been used as a trade mark does not correspond
with the general notion of a trade mark, stronger
ovidence of 1its uso as a trade mark will probably
be required by the Registrar, than in ordinary
cases, '
Those who have adopted a trade mark since
August 13th, 1875, must compare their trade
mark with the definition in the Act (sece. 10 p.
87), and see that their mark corresponds with
the ordinary definition there given; as the pro-
vision in favour of a wider definition in cases of

what may be called old trade marks does not
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extend to marks adopted since August 13th,
1675.

When thoreforo, the mark adopted since
August 13th, 1875, does not correspond with the
definition in the Act, a new one must he chosen.

When a new mark is selected instead of one
already in use, the new ono should be made as
like the old one as is consistent with its being
made to correspond with the definition in the
Act, and the general purposes of a trade mark;
in order that the public and the trade may, even
if they perceive any dilierences, recognize the
new mark as being that of the person who
formerly used the old mark.

Previously to selecting a new trade mark, the
dofinition in the Act should be carcfully read
through, in order that the mark may be made to
contain one or more of the particulars of a trade

_mark, made essential by the Act.

Caro should also be taken to avoid selecting a
mark resembling that of any other person in the
same trade, in order that no excuse may be given
for opposition to the registration, or for mistake
in the market.

Generally in selecting a mark care should be
takon to make it plain and distinet in order that
1t may be easily remembered and recognized by a
careless purchaser, and also that it should so
refor to the user of the mark that the purchaser
may, if he wishes to give fresh orders, have no

difficulty in discovering the name and address of
the user.
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Where the trade is in articles which are to ba .
sold to people who cannot read without trouble :
at home, or are meant for foreign trade, & symbol |
or device of some kind should also be used. |

In making o trade mark plain and simple, care |
must be taken to make it include all that the
trader intends to use as a trade mark. In other
words, when o trade mark is selected, no other
mark should be used for the purpose of a trade
mark lest that other mark be infringed, and the
object of registration frustrated.

Thus if A. wishes to use the symbol of a bear
and also to mark his goods with the fancy term
“ Arctic Brand,” he should not register his bear
alone, or he would not be able to institute pro-
ceedings to prevent B. marking his goods with a
walrug, and the words ¢ Arctic Brand.”

Whether it is expedient to employ several
trade marks, having a special one for each eclass

of goods, so that each class of goods may get a
name of its own, or to use one mark on all the

goods dealt in, is a practical question, which

deserves consideration.
On the one hand, it might be difficult to find

an attractive mark appropriate to different kinds
of goods, and on the other hand it must be re
membered that, where onlyone mark is employed,

the reputation gained by the quality of one
article would tend to obtain for the other articles

on which the same mark appeared, a corresponding

reputation in the market.
Subject to the foregoing remarks, it is suggested
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that a simple symbol with the proprietor’s name
above and address below, the date of establish-
mont or registration on each side of, and the
fancy name, or name of the brand (if any) across
the symbol, is one of the most convement forms
of trade mark to adopt.
Fach trade mark which 18 selected will have to Directions
. . . for obtaining
be registered in respect of certain goods or classes registration.
of goods. The first schedule to the rules should
be looked through, and it should be ascertained
to which of the 50 classes into which goods are
there divided, the goods to which the ttade mark
is to be applied, belong.
If the goods may be considered as belonging to Rule 4.
two or more classes, the trader may apply to have
the trade mark registered in each class, orhe may
rely upon the protection afforded by rule 19, and
only apply to be registered in one of the classes.
If he applies to be registered in one class only gruic ;.
and there is any doubt whether he has selected
the right class, the Registrar has power to deter-
mine the doubt.
The rules do not state what course is to be
pursued when more than one person apply for
registration («). but all questionswill probably be
avoided if, when a firm desires to register, all the
partuers join in the application.
When a mark is to be registered for a company, Rule 1.
the application should be made by the secretary

or other principal officer, who should be furnished

ey

(¢) See, however, Rule 10,
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Rule 5o,

Rules 6 & 7.

Rule 8.

Rule g.

Rule 57
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with the means of proving to the Registrar’s satis.
faction that the application is duly authorised.

As to the cases where the application is to he
made on behalf of an infant, a lunatic, ox other
person under disability, see rule 60.

On application for registretion the following
documents are requirved to be sent in (1) a state-
ment, (2) two representations of the trade mark,
(3) a declaration, and (4) an account of the fees
payable on application, with a P.0.0., or if the
amount be over £5, a cheque for the amount.

Tho above should he prepared on separate
pieces of foolscap paper, of a uniform size of 13
inches by 8 inches, having a margin of not less
than one inch and a half left blank down the
left side of the page.

(1) The Statement.—Rules 6 and 7 should be
read, and the statement prepared accordingly,
Form A or B in schedule 3, whichever is appli-
cable, being taken as a guide, and attention being
paid to the marginal notes to the form selected.

(2) The Representations of the Trade Mark.—
Sce rule 8, which gives full directions.

It will be advisabis to have an additional copy
made of this and the other papers sent in, and to
preserve them for reference.

(3) The Deckuration.—Read rule 9, and prepare
the declaration accordingly, taking the form C n
schedule 3 as a guide.

If from any reasonable cause, the person who

.ought to make the declaration cannot do so, the

Registrar has power, upon the production of such
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other declaration, and subject to such terms as
he moy think iit, to dispense with the regular
declaration,

The declaration being prepared recourse must
be had under rule 58 to a justice of the peace, or Rule ss.
other person authorised to administer an oath on
leral matters, and the declaration must be made
and signed before him, and his signature or scal
thereto obtained.

(4) Fees.—Another paper must be prepared
containing (i.) the name and address of the
applicant, (ii.) an account of the fees payable
in respect of the application. What the fees on
application are will be found by reiference to Sched. 2.
schedule 2.

A speeimen of this last paper will be found at
p. 97 1n the note to rule 5.

Attached to this paper must be a P.0.0. for
the amount of the fees if under £5, and ecither a
P.0.0. or cheque if the fees exceed £5.

P.O. Orders should bhe made payable fo the
Registrar at the General Post Office, London,
Cheques should be drawn payable to the ¢ Regis-
irar of Trade Marks or Bearer,” and crossed
“Bank of England.”

Applicntion for regi’stmtion should then be Rule 62.
made by sending in the above mentioned papers,
oither by hand, or prepaid by post, addressed to

The Registrar,
Trade Marks Registry Office, Quality Court,
47, Chancery Lane, W.C.
If they are sent by post, 2 memorandum of the
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Rule 11,
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Rule 20.

Rule 21,
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fact and date should be taken at the time of
posting, to facilitate proof thereof if it should
become important,

The Registrar will acknowledge the roceipt of
the application.

The next step taken will be on the part of
the Registrar, who, either with the acknowledg 5
ment last mentioned, or shortly afterwards, will
send to the applicant a requisition instructing
him to insert in the “official paper” an ad-
vertisement of his application. The Registrar
may also require the applicant to furnish the |
printer with a Dblock or other means of adver- |
tising the intended mark. If any opposition is
raised to the proposed registration, the opposing
party will take action under rule 15, and the §
dispute will be decided in the manner provided §
by that rule and the rules in connection therewith, |

After the lapso of three months from the first
appearance of the advertisement the Registrar |
may, if he be satisfied that the applicant iz §
entitled to registration, procced to make the §
registration on payment of the required fee B
What this fee will be can be ascertained by §
reference to the schedule 2. ,

The Registrar will, it is presumed, give the
applicant notice when he is to forward the g
registration fees. |

When the registration is complete it will date §
from the time of application for registration.

The Registrar will send notice to the applicant
of the fact of registration.




THE

MERCHANDISE MARKS ACT

(25 & 26 Vic, ¢, 88).

An Act to amend the Law relating to the
fraudulent marking of Merchandise.

[Tih August, 1862.]

Wrereas it is expedient to amend the Laws 2. M, Act,

relating to the fraudulent marking of Mer-
chandise, and to tho sale of Merchandise falsely
marked for the purpose of fraud: Be it there-
fore enacted by the Queen’s most Excollent
Majesty, by and with the advice and consent
of the Lords spiritunl and temporal, and
Commons, in this present Parliament assembled,
and by the authority of the same, as follows :

1. In the construction of this Act tho word
‘porson’ shall inelude any person, whether a
subject of Her Majesty or not, and any body
corporato or body of the like nature, whether
constituted according to the law of this country
or of any of Her Majesty’s colonies or dominions,
or according to the law of any foreign country,
and also any company, associntion, or society of
persons, whether the members thereof be subjects
of Her Majesty or not, or some of such porsons

1362, s. 1.

Construction
of Words.
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M. M. Act, subjects of Her Majesty and somo of them not,

1862, s, 1,

and whether such body corporate, body of the
like nature, company, association, or socicty ba
cstablished or caurry on business within  Her
Majesty's dominions or elsewhere, or partly
within Her Majesty’s dominions and partly
clsewhere ; the word ¢ Mark ’ shall include any
name, sighature, word, letter, device, emblem,
figure, sign, secal, stump, diagram, label, ticket,
or vther mark of any other description ; and
the expression ‘Irade Mark’ shall include any
andd evory such name, signature, word, letter,
deviee, emblem, figure, sivn, seal, stamp, diagram,
label, ticket, or other mark as aforesaid lawfully
used by any person to denote any chattel, or (in
Scotlund) any article of trade, manufacture, or
merchandise, to be an article or thing of the
manufacture, workmanship, production, or mers
chandise of such person, or to be an article or. §
thing of any peculiar or particular description
made or sold by such persom, and shall also
include any name, signature, word, letter, number,
figure, mark, or sign which in pursuance of any
statute or statutes for the time heing in force
relating to registered designs is to be put or placed
upon or attached to any chattel or article dwing
the existence or continuance of any copyright or
other suvle right acquired under the provisions of
such statutes or any of them; the word ¢ Mis
demeanor’ shall include crime and offence in
Seotlund ; and the word ¢ Court’ shall include
any Sherifl or Sherifl substitute in Scotlcnd.”
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The Act of 1875, sec, 10 (87) gives o definition of M M, Aot,
g trade mark for the purposes of that Act. 1862, 8. 2.

It will be observed that the definition hevo given of a
trade mark, includes the fact of lawful use. Therefore,
if the trade mark itself contain a misrepresentation, so
calculated to deceive the public that it cannot be lnwfully
used, no criminal proceedings under this Act can Le taken
against an infringer. It appears from the report of
Movgan v, Meddam, in Chancery (26 L. J. Ch, 228), that
in that case proceedings under this Act were successfully
resisted upon this ground.

The statutes at the present time in force relating to
registered designs, are the Act 38 & 39 Vie. ¢. 93, and
the Acts enumerated in the schedule thereto. The Act
38 & 39 Vic. ¢. 93, transfers the powers and duties of the
Board of T'rade, and of the Registrar, under the copyright
of Degigns Acts, to the Commissioners of Patents,

2. LEvery person who, with intent to defraud, Forsiag a
trade mark
or to enable another to defraud any person, shall or falsely

. applying any
forge or counterfeit, or cause or procure to be trade mark

. with intent
forged or counterfeited, any trade mark, or shall to defraud,

apply, or cause or procure to be applied, any ?ngﬁgff
trade mark or any forged or counterfeited trade
mark to any chattel or article not being the
manufacture, workmanship, production, or mer-
chandiso of any person denoted or intended to be
denoted by such trade mark, or denoted or intended
to be denoted by such forged or counterfeited
trade mark, or not Leing the manufacture, work-
manship, production, or merchandise of any person
whose trade mark shall be so forged or counter-
foited, or shall apply, or cause or procure to be
applied, any trade mark or any forged or counter-
feited trade mark to any chattel or article, not
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M. M, Act, being the particular or peculiar description of

1862,

TRADE MARKS,

manufacture, workmanship, production, or mer-
chandise denoted or intended to be denoted by
such trade mark or by such forged or counter |
feited trade mark, shall be guilty of a misde.
meanor, and every person so committing a mis
demeanor shall also forfeit to Her Majesty every |
chattel and article belonging to such personfo }
which he shall have so unlawfully applied, or |
caused or procured to be applied, any such trade §
mark or foraed or counterfeited trade mark o5 §
aforesaid, and every instrument in the possession §
or power of such person, and by means of which §
any such trade mark or forged or counterfeited §
trade mark as aforesaid shall have been so applied, §
and every instrument in the possession or power
of such person for applying any such trade mark §
or forged or counterfeit trade mark as aforesaid, §
shall be forfeited to Her Majesty ; and the Court §
before which any such misdemeanor shall bo tried §
may order such forfeited articles as aforesaid fo §
be destroyed or otherwise disposed of as such §
Court shall think fit. ‘

As to the intention to defraud see sec, 12. '
As to the punishment of the misdemeanors constituled §
by this Act, see sec. 14.
The operation of this and the following section is B
extended by sec. 5 to cnses where genuiue trade marks |
are 8o added to or altered as to resemble another genuine §
trade mark, or in such & manner as to be calculated of §
liable to deceive.
The definitions of forgery at common Iaw adoptediz ]
“ Russell on Crimes,” the modern standard work uponthe §
subject, are: “the fraudulent making or alteration of 8
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writing to the prejudice of another man’s right,” and “a M, M. Act,
false making or making malo animo of any writteninstru- 1862,
ment for wixs purposes of fraud or deceit,” the word

niaking being in this last definition, considered as includ-

ing every alteraticn of or addition to a true instrument. -

The principal statute as to this offence, is the consoli-
dating and amending Act 24 & 25 Vie. ¢ 98, itself
amended by 33 & 34 Vie. o. 58,

It will be observed that the mischief against which this
act 18 directed, does not come within the wsual definition
of a forgery. The following cases bear this out, and shew
that the dishonest use of trade marks, where money has
been obtained thereby, may be given in evidence in support
of a count for obtaining money under false pretences.

In the case of Reg, v. Smith (1 Dears and B. C. C. 566
and 27 L. J. M. C. 225), which occurred in 1858, the jury
baving in effect found, by the verdict of guilty, that the
prisoner had used on the wrappers to his own baking
| powders, labels which so far resembled those used by
- Borwick the prosccutor, as to deceive persons of ordinary
observation and to make them believe them tobe Borwick’s
labels, and that they were made and altered by the prisoner
with intent to defraud the different purchasers by so
deceiving them; the point that the making or altering such
document did not constitute forgery was reserved and after-
wards decided in the prisoner's favour, Willes, J., in giving
Judgment pointed out that it was absurd to suppose that
the prisoner had committed as many forgeries as he
had distributed wrappers, and “that the fraud consisted
in putting inside the wrappers powder which was not
genuine, and selling that,” and that he might have been
indicted for obtaining money under false pretences.

In Reg, v. Closs (1 Denrs & B. 460, 27 L. J, M. C. Dd1)it
Was held that painting an artist’s name on a copy not by
hin of his picture, in order to pass it off as his, was not a
forgery. The second count was for a cheat at common
law, a8 to which Cockburzn, C. J o Baid s —

“We have carcfully examined the authorities, and the




48 TRADE MARKS.

M. M, Act, result is we think if a person in the course of his trads,
1862. openly and publicly carried on, were to put a false mark
or token upon an srticle so as to pass it off as a genuine

on¢, when in fact it was only a spurious one, and the

article was sold and money obtained by means of that )

false mark or token, that would be a cheat at common |

law.” |

In Reg. v. Dundas (6 Cox, C.C. 380) the prisoner was §

convicted of obtaining money under false pretences, the §

cheat being the passing off a spurious article as a trucone, |

and a spurious label being one of the means employed, }

A false represcntation that a stamp on a watch was |

the hall mark of the Goldsmiths’ Company was held §
indictable, and the prisoner convicted on proof that the §

mark on the case was not the hall mark, but a counter. 2

feited imitation in Rey, v. Suter and Coulson, 16 Cer .}

C.C. b77. B

As to false pretences generally, see 24 & 25 Vie, c, 86,

8. 88, Russell on Crimes, and Roscoe’s Evidence in K

Criminal Cases.

ﬁ,ﬂg‘ﬁ‘;ﬁg—e 3. Lvery person who, with intend to defraud,or §

C .

marktoany - {0 cnabloanother to defraud, any person, shall apply &
DT 'E, . .:

wrapper,  Or cause or procure to be applied any trade mark §

&c., Inor . |
with which or any forged or counterfeited trade mark to any 3

any article -
is sold orin- cask, bottle, stopper, vessel, case, cover, wrapper,

%ﬁﬁlef‘f g band, reel, ticket, label, or other thing in, on, or @
A yvith which any chattel or article shall be intended ¥
to be sold or shall bo sold or uttered or exposed

for sale, or intended for any purpose of tradeor B
manufacture, or shall enclose or place any chatlel |

or article, or cause or procure any chattel or articls §

to be enclosed or placed in, upon, under, of

with any cask, bottle, stopper, vessel, case, cover,

wrapper, band, reel, ticket, lehel, or other thing ®
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to which any trade mark shall have been falsely M. M, Act,
applied, or to which any forged or counterfeited 196, s. 3.
trado mark shall have been applied, or shall
apply or attach or cause or procure to be applied
or attached to any chattel or article any case,
cover, reel, ticket, label, or other rhing to which
any trade mark shall have been falsely applied,
or to which any forged or counterfeited trade
mark shall have been applied, or shall enclose,
place, or attach any chattel or article, or cause or
procure any chattel or article to be enclosed,
placed, or attached, in, upon, under, with, or fo
any cask, bottlo, stopper, vessel, case, cover,
wrapper, band, reel, ticket, label, or other thing
having thereon any trade mark of any other.
person, shall be guilty of a misdemeanor, and
every person so committing a misdemeanor shall
also forfeit to Her Majesty every such chattel and
article, and also every such cask, bottle, stopper,
vessel, case, cover, wrapper, band, reel, tickef,
label, or other thing as aforesaid in the possession
or power of such person ; and every other similar
cagk, bottle, stopper, vessel, case, cover, wrupper,
“band, reel, ticket, label, or other thing made to
be used in like manner as aforesaid, and cvery
instrument in the possession or power of such
porson, and by means of which any sueh trade
mark or forged or counterfeited trade mark as
aforesaid shall have been applied, and also every
instrument in the possession or power of such
person for applying any such trade mark or forged

or counterfeit trade mark as aforesaid, shall be for-
D
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I M, Act, feited to Iler Majesty ; and theCourt before which

;’3642’ " anysuch misdemeanor shall betried may ordersuch

forfeited articles as aforesaid to be destroyed or
otherwise disposed of assuch Court shall think fit.

Section 2 is dirccted against the application of a
fraudulent mark to an article itself ; sec. 8 is directed
against the application of such mark, not to the articlp
itself, but to the ease in whichrit is packed or some other
accessory of the article—the resulting deception being the
gsame in both cnses,

In the recent case of Fisher v. Apoliinaris Water (O,
(L. R, 10 Ch. 297 ; 44 L., J. Ch. 500) it was hold that the
compromise of an indictment under this section was
lawful, and did not come within the principle of
Williams v. Bayley, L. R. 1 H. L. 200.

Sclling 4. Iivery person who, after the 3lst day of
articles wit _
forced or  Jdecember, 1863, shall sell, utter, or exposeo either

false trade
marks after  fOr sale or for any purpose of trade or manufac:

3tst Decem.
ber 1863, ture, or cause or procurg to be sold, uttered, or

Penalt ’
equito  oxposed for sale or other purpose as aforesaid,

S e ol ota, any chattel or article, together with any forged or
andasum.  counterfeited trade mark, which he shall know to
s 8o . be forged or counterfeited, or together with the
trade mark of any other person applied or nsed
falsely or wrongfully or without Iawful authority
or excuso, knowing such trade mark of another
person to have been so applied or used as afore-
said, and that whether any such trade mark or
forged or counterfeited trade mark as aforesaid,
together with which any such chattel or article
shall be sold, nttered, or exposed for salo or other
purpose as aforesaid, shall be in, upon, about, or

wiih such chattel or article, or in, upon, ahout, of
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with any cask, bottle, stopper, vessel, case, cover, M. M, Act,
wrapper, band, reel, ticket, label, or other thing é?gz* 58
in, upon, about, or with which such chattel o

article shall be so sold or uttered or exposeit for

sale or other purpose as aforesaid, shall for every

such offence forfeit amd pay to ler Majesty a

sum of money equal to the value of the chattel

or article so sold, uttered, offored, or exposed for

sale or other purpose as aforesaid, and a further

suma not exceeding £5, and not less than 10s.

f  This section is directed against fraudulent dealings with
R goods, in respect of which the misdemeanors created
by secs. 2 and 3 may have been already committed. No one
onuld deal with goods in the manner and with the intent
mentioned in secs. 2 and 3 without a guilty knowledye,
which is not, therefore, mentioned in these sections as
\ an ingrediont in the offence ; but, as goods with fraudu-
¥ lent marks on or attached to them may but ought not
2 t be sold or otherwise dealt with as mentioned in
3 eec. 4 by a person innocent of actual intent tu defraud,
¥ knowledge alone will here constitute the animus of the
! offence, and by see. 6 a rcfusal to give informution
§ 83 to the person from whom, and the time at which
¥ goods dealt with as mentioned in sec. 4 were obtained, is
4 made prima fucte evidence of such guilty knowledge, As
{ 0 the civil remedies of the “proprietor” of the trude
j mark, whev the goods bearing o false mark arc in the
b hands of innocent holders, and the duties of such innocent
§ holders, seo Upman v, Elkan, L. R. 12 Eq. 140, and s.c.
i 1. R. 7 Ch. 130.

As to the recovery of penalties under this Act,see sec. 15.

. b. Every addition to and overy alteration of ;\“d&lgflfg;-f to
| 2d also every imitation of any trade mark ations of
which shall be made, applied, or used with intent made “‘“*11'
: tdefraud or to enableany other person to :t)lefmud ; fraud to be

| D 4

|
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M. M. Act, or which shall cause a trade mark with such
%’3632' %5 alteration or addition, or shall cause such imitation
deemed for. Of @ trade mark, to resemble any genuine trade
werles. mark so or in such manner as to be calculated or
likely to deceive, shall be and be deemed to bs
a false, forged, and counterfeited trade mark
within the meaning of this Act; and every act
of making, applying, or otherwise using any such
addition to or alteration of a trade mark or any
such imitation of a trade mark as aforesaid done
by any person with intent to defraud, or to enablo |
any other person to defraud, shall be and be
deemed to be forging and counterfeiting a trade

mark within the meaning of this Act.
Sce sects, 2 and 3,

Any Person 6, ‘Where any person who, at any time afta
Wi, atier

sist Decem- the 31st day of December, 1863, shall have sold,

ber, 1863,

lill have uttered, or exposcd for sale or other purpose 8
»0ld an arti-

cle having 2 aforesaid, or shall have caused or procured to b
false trade
mark to be  80ld, uttered, or exposed for sale or other purpose

Loundtogtve . . .
information a8 aforesaid, any chattel or article, together with

e eii, any forged or counterfeited trade mark, o
together with the trade mark of any other person |
used without lawful authority or excuse as afore §
said, and that whether any such trade mark, o f
such forued or counterfeited trade mark as afore g
said, be in, upon, about, or with such chattel or §
article, or in, upon, about, or with any cas B
bottle, stopper, vessel, case, cover, wrapper, band, §
reel, ticket, label, or other thing in, upon, abous §
or with which such chattel or article shall hav &
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been sold or exposed for sale, such person shall M. M, Act,
be bound, upon demandin writingdelivered tohim 1862, 5. &,
or left for him at his last known dwelling-houso

or at the place of sale or exposure for sale by or

on the behalf of any person whose trade mark

shall have been so forged or counterfeited or used

without lawful authority or excuse as aforesaid,

to give to the person requiring the same or his

attorney or agent, within forty-eight hours after

such demand, full information in writing of the

name and address of the person from whom he

ghall have purchased or obtained such chattel or

article, and of the time when he obtained the

same ; and it shall be lawful for any justice of j{:?;gf;:?o

the peace, on information on oath of such demand SUmImon
partics re-

and refusal, to summon before him the party re- fusing to

fusing, and, on being satisfied that such demand Eigion "

ought to he complied with, to order such infor-

mation to be given within a cortain time to be

appomted by him; and any such party who shall

refuse or neglect to comply with such order shall

for every such offence forfeit and pay to Ier

Majesty the sum of £5, and such refusal or neglect Penalty for
' . A ' . refusal si,

shall be primd facie evidenco that the person so

refusing or neglecting had full knowledge that

the trade mark, together with which such chattel

or article was sold, uttered, or exposed for sale or

other purpose as aforesaid, at the time of such

 selling, nttering, or exposing was a forged, coun-

~ terfelted, and false trade mark, or was the trade

mark of a person which had been used without

lawful authority or excuse, as the case may be.
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M M, Act, This section makes it important for a trader to keep his §
1882, 8. gtock accounts in such s manner as to enable him readily
6,7. to give the informmation here mentioned. Inability to give
the information would not, it is presumed, be & ground of & 3-
relief against the penalties herc imposed upon neglect, §
and in the case of proceedings being instituted againsg M
him under sec., 4 the trader would have to prove hi: B
innocence instead of being able in the first instance to §
call upon the other side to prove his guilty knowledge, &
When goods with improper marks thereon are in the hands R
of innocent consignees, wharfingers, and others, who are @
at the most distributors, and not vendors, and cannotbe 3
said even to procure a sale of the goods, the owner of the &
trade mark is not without remedy, as he can obtain the §
removal of the marks by civil proceedings for an in. §
junction (a). As to what course such innocent persons J
should pursue on becoming acquainted with the facts, se 3
the cnses cited below (a). "

Markingany 7. Every person who, with intent to defroud

false indica: -
tionof quan. OF to enable another to defraud, shall put or §

tity, &c., .
uponan. cause or procure to he put upon any chattel or §

. 1 1 ‘th .
Tatent to de- article, or upon any cask, bottle, stopper, vessel, §

f.r:ﬂ‘;{'apfﬁm case, cover, wrapper, band, reel, ticket, label, or @

cqual to the 43,61 thing, together with which any chattel ar

}‘Jﬁ‘ﬂ;iﬂﬂf article shall be intended to be or shall be soldor E

. gj'f“;:ﬁ' uttered or exposed for sale, or for any purpos
notless than of  tyade or manufacture, or upon any cas M
frame, or other thing in or by means of which §
any chattel or article shall be intended to beor §

shall be exposed for salo, any false descriptios, g

— —-—-———_—l""""——-l ..

(a) Ponsardin v. Peto, 33 Beav. 642, 33 L. J. Ch. 371;
ITunt v. Manicre, 34 Beav, 157 3 Upman v, Elkan, L B :
12 q. 140, 16, 7 Ch. 130, :
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statement, or other indication of or respecting M. M, Act,
the number, quantity, measure, or weight of 1862, 8. 7.
such chattel or article, or any part thercof, or of
the place or country in which such chattel or
article shall have been made, manufactured, or
produced, or shall put or cause or procure fo be
put upon any such chattel or article, cask, bottle,
stopper, vessel, case, cover, wrapper, band, reel,
ticket, label, or thing as aforesaid, any word,
letter, figuve, signature, or mark for the purpose
of falsely indicating such chattel or article, or
the mode of manufacturing or producing the
sante, or the ormamentation, shape, or configura-
tion thoreto, to Do the subject of any existing
patent, privilege, or copyright, shall for every
such offence forfeit and pay to Her Majesty a
sum of money equal to the value of the chattel
or arficle so sold or uitered or exposed for sale,
and a further sum not exceeding five pounds and
not less than ten shillings.

This section would probably have had greater effect if
the Act had provided for the appointment of some one
whose duty it should be to take action thereunder.

An article may be falsely indicated as being the subject
of an existing patent, either when there is an existing
patent as to such articles and the particular article is not
the subject thercof, or when there is no such patent in
existence. It does not clearly appear whether the Act
was intended to apply to both these cases or only the
former, but in any case it must be remembered that
fraudulent intent is an essential ingredient in the offence,
and that there are many cases in which the word “ patent >
oceurs in o trade mark, the right to which was gained by



96 TRADE MARKS.

M. M, Act, use during the continuance of the patent, and in which the
1862, 8. 8. trade mark has continued, after the expiry of the patent,
to be used in the same form, when the whole world might
know that the patent has expired and “he word is simply
used as a description of the article (Sykes v. Sykes, 3 B, &
C. 541, Ford v. Foster, L. R. 7 Ch. 611, p. 631)., For an
instance of the word patent being honestly used without
any reference to Letters Patent see Marshall v. Rozs,
L. R. 8 Eq. 651.
This and the following section are modified by the
proviso contnined in the 9th section.

Selling or 8. Every person who, after the 31st day of
e fter for December, 1863, shall sell, utter, or expose for

cem o, ?5?5-3 sale or for any purpose of trade or manufacture,

?;lts:g]:g:?.‘h or shall cause or procure to be sold, uttered, or

ment of . , _— . , . .
Antitics exposed for sale or other purpose as aforesaid,

e,y Pemalty any chattel or article upon which shall have been,
ngt maore

oanpor, to his knowledge, put, or upon any cask, bottle,
stopper, vessel, case, cover, wrapper, band, reel,
ticket, label, or other thing, together with which
such chattel or article shall be sold or uttered or
exposed for sale or other purpose as aforesaid,
shall have been so put, or upon any case, frame,
or other thing used or employed to expose or
exhibit such chattel or article for sale shall have
been so put, any false description, statement, or
other indication of or respecting the number,
quantity, measure, or weight of such chattel or
article or any part thereof, or the place or country
in which such chattel or article shall have been
made, manufactured, or produced, shall for every
such offence forfeit and pay to Her Majesty a

sum not exceeding £5 and not less than Js.

T om r. - n
i }_.i"- .. .
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It will be noticed that no reference to the falseindication M. M, Act,
of articles or chattels being “ the subject of an existing ésﬂl% 88,
patent, &e.,”” is made in this section as in the 7th section; ™ =
go that an article, in respect of which the manufacturer
had been fined, for placing thereon a mark for the purpose
of indicating that it was the subject of an existing patent,
might be sold by the retail dealer without liability under
the 8th section,

9. Provided always, that the provisions of this Proviso that

. it shall not
Act shall not he construed so as to make it any bean offence

to appl
offence for any person to apply to any chattel or names or
. words
article, or to any cask, bottle, stopper, vessel, known to be
used for in-

case, cover, wrapper, band, xeel, ticket, label, or gicating par-

ticular

other thing with which such chattel or article gizsces of
shall be sold or intended to be sold, any name, manufc:
word, or expression generally used for indicating
such chattel or article to be of some particular
class or description of manufacture only, or so as
to make it any offence for any person to sell, utter,
or offer or exypose for sale any chattel or article to
which, or to any cask, Dbottle, stopper, vessel,
case, cover, wrapper, band, reel, ticket, label, or
other thing sold therewith, any such generally
used name, word, or expression as aforesaid shall

have been applied.

See note to section 7.

10, In every indictment, pleading, proceeding, ?ﬁﬁrjﬂtion
and document whatsoever, in which any trade marks and

3 s ’ forg d ad
mark shall bo intended to be mentioned, it shall masksin

. ) indi :
bo sufficient to mention or state the same to be a gc,
trade mark, without further or otherwise describ-
ing such trade mark, or setting forth any copy or

facsimile thereof; and in every indictment,
D J
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M. M, Aet, pleading, proceeding, and document whatsoeverin

1862, ss,
10, 11,

Conviction
ot to affect
any right
or civil
remedy.

which it shall be intended to mention any forged
or counierfeit trade mark it shall be sufliciont to
mention or state the same to be a forged or
counterfeit trade mark, without further or other-
wise deseribing such forged or counterfeit trade
mark, or setting forth any copy or fac-simile
thereof.

11. The provisions in this Act contained of or
concerning any act or any procecding, judgment,
or conviction for any act hereby declared to be
a misdemeanor or oftfence, shall not nor shall any
of them take away, diminish, or prejudiciallyaffect
any suit, process, proceeding, right, or remedy
which any person aggrieved by such act may be
entitled to at law, in equity, or otherwise, and
shall not nor shall any of them exempt or excuse
any person from answering or making discovery
upon examination as a witness or upon interroga-
tories or otherwise in any suit or other civil pro-
ceeding :  Provided always, that no evidence,
statement or discovery which any person shall be
compelled to give or make shall be admissible in
evidence against such person in support of any in-
dictment for a misdemeanor at common law or
otherwise, or of any proceeding under the pro-
visions of this Act.

The general principle as to concurrent civil and criminal
proceeding is ;—

“When the wrongful act amounts only to a misde-
meanor the remedy for the wrong is not suspended until
the offender has becn brought to trial for the indictable
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offence 3 but the injured party may at once bring an M, M. Act,
action for damages, whether he does or does not subse- 1862, s, 12,
quently prosecute.”” Addison on Torts, 4th ed., p. 33,
citing Reg. v. Hardey, 14 Q. B. 520, see also Fisher v.
Apollinaris Water Co., L, R, 10 Ch, 297 ; 44 L. J. Ch.
500; 32 1. T. 628,
The latter part of the section is inserted to prevent the
application of the maxim nemo tenctur scipsum prodere,
which allows a witness to refuse to answer *where the
answer would have a fendency to expose the witness, or
a3it seems the husband or wife of the witness, to any
kind of criminal charge, whether in common law or
ecclosiastical courts, or to a penalty or forfeiture of any
nature whatsoever.” Taylor on Evidence, Gth ed., p. 1258,
where the ense of Pye v. Butterfield, 34 L. J. Q. B. 17, 5
B. & S. 829, is cited as to the limitations to be placed upon
the words “penalty or forfeiture,” In this case the
authorities upon which the Court of Chancery used to act
are referred {o.,

12, In every indictment, information, con- fnient 1o de-
4 1 Wy

iction, p cading { ) cedine acam ANV Any varticu-
viction, pleading, and proceeding against any any bart

person for any misdemeanor or other oflence need nor be
i alleged in an

ngainst the provisions of this Act, in which it shall indictment,
be necessary to allege or mention an intent to proved.
defraud, or to enable another to defraud, it shall

be sufficient to allege or mention that the person
accused of having done any act which is Lereby

made a misdemeanor or other offence did such

act with intent to defrand, or with intent to
onzble some other person to defraud, withont
alleging or mentioning an intent to defrand any
particular person; and on the trial of any such
Indictment or information for any such misde-
meanor, and on the hearing of any information or

charge of or for any such other offence as afore-
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M. M. Act, said, and on the trial of any action against any
igiﬁ%;ﬂ person to recover a penalty for any such other
14, 16,  offence as aforesaid, it shall not be necessary to
prove an intent to defraud any particular person,
or an intent to enable any particular person to
defraud any particular person, but it shall be suf-
ficient to prove with respeet to every such mis-
demeanor and oftence that the person accused did
the act charged with intent to defraud, or with
intent to enable some other person to defraud, or
with the intent that any other person might be

cnabled to defraud.

}I’f‘im“fhghﬂ 13. Every person who shall aid, abet, counsel,
al}

commission o1 procure the connmission of any ofience which
of & misue-

ineatior Lo be is by this Act made a misdemeanor shall also be
also gutlty., . .
auilty of a misdemeanon.

Sce sections 2 and 3.

Punishment 14, Lvery person who shall be convicted or
for misdea . « 7 . .
meanor un-  found guilty of any offence which is by this Act
der this act ‘ . .
made a misdemeanor shall be liable, at the dis-
cretion of the Court and as the Court shall award,
to suifer such punishment by imprisonment for
not more than two years, with or without hard
labour, or by fine or both by imprisonment with
or without hard labour and fine, and also by im-

prisonment until the fine (if any) shall have been
paid and satisfied.

Recoveryof 15, In every case in which any person shall
penalties, . .
have eommitted or done any offence or act where-

by he shall have forfeited or become liable to pay
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to Her Majesty any of the penalties or sums of M. M. Act,
money mentioned in the provisions of this Act, 1862,s. 10.
every such penalty or sum of money shall or may
be recovered in England, Wales, or Ireland in an
action of debt, which any person may as plaintiff
for and on behalf of Her Majesty commence and
prosecute to judgment in any Court of Record,
and the amount of every such penalty or sum of
money to be recovered in any such action shall or
may be determined by the jury (if any) sworn to
try any issue in such action, and if there shall be
no such jury them by the Court or some other
jury, as the Cowrt shall think fit, or instead of
any such action being commenced such penalty
or sumr of money shall or may in England or Wales
be recovered by a summary proceeding before two
justices of the peace having jurisdiction in the
county or place where the party ofiending shall
reside or have any place of business, or in the
county or place in which the offence shall have
beon committed; and shall or may in Iveland be
recovered in like manner by eivil bill in the Civil
Bill Court of the county or place in which the
offence was cormitted, or in which the offender
shall reside or have any place of business; and
shall or may in Scotland be recovered by action
before the Court of Session in ordinary form or by
summary action before the Sheriff of the county
where the offence shall have been committed or the
ofender may reside or have any place of husiness,
which Sheriff; upon proof of the offence, cither
by the confession of the person offending or by
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M. M. Act, the oath or affirmation of one or more eredible

1882 gs.
15, 16,

Summary
yroceedings
sefare jus-
tices to be
within

11 & 12 Vict,
¢ 1

witnessos, shall conviet the offender, and find him
liable in the penalty or penalties aforesaid as also
in expenses; and it shall be lawful for the Sheriff
in pronouncing such judgment for the penalty or
penalties and costs to insert in such judgment g
warrant in the event of such penalty or penalties
and costs not being paid to levy and recover the
amount of the same by poinding: provided always,
that it shall be lawful to the Sheriff, in the event
of his dismissing the action and assoilzing the
defender, to find the complainer liable in expenses,
and any judgment so to be pronounced by the
Sherift in such summary action shall be final and
conclusive, and not subject to review by advoea
tion, suspension, reduction, or otherwise.

See sect. 4 of the Debtor’s Act, 1869, as to the excep.
tion from the abolition of imprisonment for debt in case

of default in payment of penaltics.

16. In every case in which any such penalty
or suin of monecy forfeited to HHer Majesty as
herein-before mentioned shall be soucht to he
recovered by a summary procecding hefore two
justices of the peace, the oflence or act by the
committing or doing of which such penalty or
sum of money shall have been so forfeited shall
be and be deemed to be an offence and act within
the meaning of & statute passed in the twelfth
year of the reign of her present Majesty, intituled
‘“an Act to facilitate the performance of the duties
of justices of the peace out of sessions within




_—______?#,.-—:_—-

- e ey

TRADE MARKS. 53

England and Wales with respect to summary M. M, Act,

convictions and orders;” and the information, {gs“i}“'

conviction of the offender, and other proceedings

for the recovery of the penalty or sum so forfeited,

shall be had accoraing to the provisions of the
said Act.

Default in payment of a sum recovered summarily before

o justice or justices of the peace is also within the excep-
tions of sec, 4 of the Debtors’ Act, 1869,

17. In cvery case in which judgment shall be Inactions
] ' . © . enalties to
obtained in any such action as aforesaid for the i:ﬂﬂ;};tﬁtﬁgted
amount of any such penalty or sum of moncy manneras

. . other monies
forfeited to Her Majesty, the amount thercof payable to

. s he crow
shall be paid by the defendant to the sherifl or and phain-

tiffs to re-
the officer of the Court, who shall account for cover full

the same 1n like manner as other nonies payable cuit, o
to Her Majesty, and, if it be not paid, may be
recovered, or the amount thereof levied, or the
payment thereof enforced, by execution or other
proper proceeding, as money due to Her Majesty;
and the plaintif suing on behalf of Her Majesty,
upon obtaining judgment, shall be entitled to
recover and have execution for all his costs of
suif, which shall include a full indemnity for all
costs and charges which he shall or may have
expended or incurred in, about, or for the pur-
poses of the action, unless the Court, or 2 Judge
thercof, shall direct that costs of the ordinary
amount only shall be allowed.

This section appears to have been impliedly repealed as
to the High Court of Justice, for, by order 55 of the rules

of court made under the Judicature Act, 1875, the costs
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M, M. Act, of all proceedings in the High Court are to be in the

1862, 88.  discretion of the Court; but, if proceedings for the recovery

18, 19. of penalties are taken in the High Court, it is presumed
that the discretion of the Court would be guided by the
enactment as to the title of the plaintiff to the full coste
mentioned in this section,

IJT::::L{;TS 18. No person shall commence any action or
&e. proceeding for the recovery of any penalty, or pro-
curing the conviction of any offender in manner
herein-before provided, after the expiration of
three years next after the committing of the
offence, or one year next after the first discovery

thereof by the person proceeding,

After 315t 19. In every case in which at any time after
December,

1365 vendor the 31st day of December, 1863, any person

of nnn article

with a uade ghall sell, or contract to sell (whether by writing
nMErk Lo de

deemed 1o or not), to any other person, any chattel or article
the markis with any trade mark thercon, or nupon any cask,
SERIE bottle, stopper, vessel, case, cover, wrapper, band,
reel, ticket, label, or other thing, together with
which such chattel or article shall be sold or con-
tracted to be sold, the sale or contract to sell shall
in every such case be deemed to have heen made
with a warranty or contract by the vendor to or
wit! the vendee that every trade mark upon such
chattel or article, or upon any such cask, bottle,
stopper, vessel, case, cover, wrapper, band, ree,
ticket, label, or other thing as aforesaid, was
genuine and true, and rot forged or counterfei,
and not wrongfully used, unless the contrary shall

be expressed in some writing signed by or on
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behalf of the vendor, and delivered to and ac- M. M. Act,
Cﬁptl}ll by the vendece, 1862, s, 20.

20. In cvery ecase in which at any time after After st
December,

the 31st day of Decembery, 1863, any person shall 1863, vendor
of an article

sell or contract to sell (whether by writing or with de-
scription

not) to any other person any chattel or article uponit
upon which, or upon any cask, botile, stopper, iy to'be
vessel, caso, cover, wrapper, band, recl, ticket, g:ﬁ?::fttﬁmt
label, or other thing together with which such o s
chattel or article shall be sold or contracted to be ™
sold, any deseription, statement, or other indica-

tion of or respecting the number, quantity,
measure, or weight of such chattel or article, or

the place or country in which such chattel or

article shall have been made, manufactured, or
produced, the sale or contract to sell shall in

every sitch case be deemed to have been made

with a warranty or contract by the vendor to or

with the vendee that no such description, state-

ment, or other indication was in any material

respect false or untrue, unless the contrary shall

be expressed in some writing signed by, or on

behalf of the vendor, and delivered to and

accepted by the vendee.

In the Acts regulating the sale of hops, 48 Geo, 3,
¢, 134; b4 Geo. 3, ¢. 123, and * The Hop (Prevention of
Frauds) Act, 1866,” (29 Vic. ¢. 37) provision is made for
marking every bag or pocket of hops with certain
particulars, and by sec. 18 of 29 Vic. c. 37, it is enacted
that every person “who shall sell any hops in any bag or
pocket having marked thereon any name, description,
date, trade mark or symbol intended to indicate the
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M. M. Act, name of the person by whom, or the parish, county, or

1862, 8, 21. place where, or the year when the said hops were
grown, shall be deemed to contract that the said descrip-
tion, date, trade mark and symbol were genuine and true,
and that such dedeription, dadte, trade mark and symbo)
were in accordance ”’ with that Act and the above men-
tioned Acts of Geo. 3.

In suits at 21. In every case in any suit at law or in
4w Or 1n . ] .
equity equity against any person for forging or counter-

ﬂgﬂl“St r= *, &

sonsforusing Teiting any trade mark, or for fraudulently apply-
fﬂrgﬁd tmdﬂ * v

marks, ing any trade mark to any chattel or article, or

ourt ma . . .
order artcle for selling, oxposing for sale, or uttering any

eseoved.  Chattel or article with any trade mark falsely or

;:ﬂ_i:ﬂ“_y wrongfully applied thereto, or with any forged
wometion,  op counterfeit trade mark applied thereto, or for

preventing the repetition or continuance of any
such wrongful act, or the committal of any similar
act, in which the plamftiff shall obtain a judg
ment or decree against the defendant, the Court
shall have power to direct every such chattel and
article to be destroyed or otherwise disposed of;
and in every such suit in a court of law, the
Court shall or may upon giving judgment for the
plaintiit award 2 writ of injunction or injunctions
to the defendant, commanding him to forbear
from committing and not by himself or otherwise
to repeat or commit any offence or wrongful act
of the like nature as that of which he shall o
may have Dbeen convicted by such judgment,
and any disobedience of any such writ of
injunction or injunctions shall be punished as
a contempt of Cowrt ; and in every such
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suit at law or in equity it shall be lawful for the M. M Act,
1862, ss.

Court or a Judge thereof to make such order as g1 29

such Cowt or Judge shall think fit for the

inspection of every or any manufacture or pro-

cess carried on by the defendant, in which any

such forged or counterfeit trade mark, or any

such trade mark as aforesaid, shall be alleged to

be used or applied as aforesaid, and of every or

any chattel, article, and thing in the possession

or power of the defendant, alleged to have thereon

or in any way attached thercto any forged or

counterfeit trade mark, or any trade mark falsely

or wrongfully applied, and every or any instru-

ment in the possession or power of the defendant,

used or intended to be or capable of being used

for producing or making any forged or counterfeit

trade mark, or trade mark alleged to be forged or

counterfeit, or for falsely or wrongfully applying

any trade mark; and any person who shall refuse

or neglect to obey any such order shall bo guilty

of a contempt oi Court.

See the Imtroduction as to the relief of a similar nature
formcrly granted in Chancery.

22. In every case in which any person shall Persons
aggrieved
do or cause to be done any of the wrongful acts by forgeries

following (that is to say) : shall forge or counter- damages

feit any trade mark; or for the purpose of salé, Eﬁ?f?;t the
or for the purpose of any manufacture or trade, parties.
shall apply any forged or counterfeit trade mark

to any chattel or article, or to any cask, bottle,

stopper, vessel, case, cover, wrapper, band, reel,
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ticket, label, or thing, in or with which any
chattel or article shall be intended to be sold, or
shall be sold or uttered or exposed for sale, or for
any purpose of trade or manufacture; or shall
inclose or place any chattel or article in, upon,
under, or with any cask, hottle, stopper, vessel,
case, cover, wrapper, band, recl, ticket, label, or
other thing, to which any trade mark shall have
been falsely applied, or to which any forged or
counterfeit trale mark shall have been applied;
or shall apply or attach to any chattel or article
Rny case, covely reel, wrapper, band, ticket, label,
or other thing, to which any trade mark shall
have been falsely applied, or to which any forged
or counterfeit trade mark shall have been applied;
or shall inclose, place, or attach any chattel or
article in, upon, under, with, or to any cask,
bottle, stopper, vessel, case, cover, reel, wrapper,
band, ticket, label, or other thing, having thereon
any trade mark of any other person; every
person aggrieved by any such wrongful act shall
be entitled to maintain an action or suit for
damages in respect thereof against the person who
shall be guilty of having done such aet or causing
or procuring the same to be done, and for prevent-
ing the repetition or continuance of the wrongful
act, and the committal of any similar act.

Actions and suits by the persons agorieved must not,
when such persons are owners of trade marks and the
grievance lies in the infringment of such trade marks, be
instituted without considering the bearing upon this
yection of sec. 1 of the Act ot 1875 (see p. 72).
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23. In every action which any porson shall, M. M, Act,
under the provisions of this Act, commence as ég?%fﬂ'
plaintiff for or on behalf of Her Majesty for . .
racovering any penalty or sum of money, if the obtaining a
defendant shall obtain judgment, he shall be }11?5': n{:}ly
entitled to recover his costs of suit, which shall for costs.
include a full indemnity for all the costs, charges,
and expenses by him expended or incurred in,
about, or for the purposes of the action, unless
the Court or a Judge thereof shall direet that
costs of the ordinary amount only shall be

allowed,

As to the probable effect of the Judicature Acts and
rules upon this section, see note to sec, 17, ante, p. 63,

24, In any action which any person shall, A plaintiff

. . . ﬁum% for a
under the provisions of this Aet, cominence as penalty p:ii"sﬁ
.« 40 . ¢ compelle
plaintiff for or on bchalf of Her Majesty for togive

. .a .. Secunty for
recovering any penalty or sum of money, if it costs.

shall be shown to the satisfaction of the Court,
or a Judge thereof, that the person suing as plain-
tiff for or on behalf of Her Majesty has no ground
for alleging that he has been aggrieved by the
committing of tke alleged offence in respect of
which the penalty or sum of money is alleged to
have become payable, and also that tho person so
suing as plaintiff is not resident within the juris-
diction of the Court, or not a person of sufficient
property to be able to pay any costs which the
defendant may recover in the action, the Court
or Judge shall or may order that the plaintiff shall
give security by the boud or recognizance of
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M M. Act, himself and a surety, or by the deposit of & sum
os on®8 of money, or otherwise, as the Court or Judga

* 25 % shall think fit, for the payment to the defendant
of any costs which he may be entitled to recover
in the action,

Secs. 23 & 24 arc Incorporated into the Hop (Prevention

of Frauds) Act, 1866, as to which see note to sec. 20, ante,

Act not to 25. Nothing in this' Act contained shall be

fﬂﬂéﬁn construed to affect the rights and privileges of the

Ml Corporatwn of Cutlers of the liberty of Hallam.

g to repe shire in the county of York, nor shall anything
in this Act contgined be construed in any way to .

58G.3.¢7

repeal or make void any of the provision con-
tained in the 69 Geo. 3, ¢. 7, intituled “An Act

to regulate the Cutlery Trade iz England.”

As to the Cutlers’ Company, ses their Acts. In the

1ast of these, 23 Vie, ¢, xliii, the prior Acts are scheduded.

The Act of 69 Geo, 8,c. 7 i58 & general Act for the .

regulation of the cutiery trade in England, and is chiefly

" directed to insure that goods marked with a hammer:-

shall have been hammer-made ; and goods marked
“London” or “London made” shall have been mado
within the City of X.ondon, or within the distance of 20

iles therefrom.

Shorttite, 26, The expressmn “The Merchandlse M&rka
Act, 1862," shall be a sufficient deseription of

this Act.

l

o




{ TRADE MARKS REGISTRATION
ACT, 1875

(38 & 39 Vier. Caap. 91,)

, ARRANGEMENT OF CLAUSES.
% QLAUBR ,
8 -). Registration of trade marks,
B . 2. Characteristics of registered trade mark,
8 2. Title of first proprietor of o trade mark.
Bl 4 Title of proprietor claiming by transmitted
- . proprieforship,
g 5, Rectification of register,
¢ 0. Restrictions on registry of trade marks, .
# 7. Establishment of registry and general rules;
8 8 Certificato of registrar to be evidence,
9. Provision as to Cutlers’ Companyand Sheffield
5 corporate marks,
% 10. Definitions,
% 11. Short title of Act,

An Act to establish a Register of Trade
Marks.

[13tR August 1875.}
3 B2 it enacted by the Queen’s Most Excellent T.M.B.Act,
| Majesty, by and with the advice and consent of _1375,', .
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T.M.R. Aot the Lords Spiritual and Temporal, and Commons,

1375, 8, X,

Registration
of trade
marks.

in this present Parliament assembled, and by the
authorily of the same, as follows +—

1. A register of trade marks as defined by .
this Act, and of the proprietors thereof, shall be.

established under the superintendence of the

Commissicners of Patents, and from and after

the 1st day of July, 1876, a person shall not }s

entitled to institute any proceeding to provent |

the infringement of any trade mark as defined
by this Acf, until and unless such trade mark is
registered in pursuance of this Act,

For the definition of & trade mark for the purposes of

this Act, seo sec. 10.
The register when open, which cannot be till threo

months after the first publication of the official paper (seo
roles 12, 13, and 16), will be kept! in the Trades’ Marks
Registry Office, at No, 4, Quality Court, 47, Chancery
Lane, W.C., where it will be open to public inspection
under 'the regulations referred to in rule 40.

As to the method of obtaining registration, sce the

riles (p. ©1), and the directions (p. 39).
The awners of Sheffield marks do nct appear to bo
restyained by this section from instituting proceedinga to

prevent infringement, see sec. 9, clause 7, and nuta. R

thereon,

It is submitted that this section will have no operation”
in casen founded upon the defendants havivg passedof " #
goods not the plaintifi’s as the plaintiff’s, so long ag the -
plamt:ﬁ can establish his case without giving his trade = §
mark in evidence, witk & view of shewing that ths §

defendan’ has copied it.

In these cases, however, questions of practical diff-

culty will occur where the plaintiff proposes to show thet

the defendant has copied the plaintiff’s advertisements, o |

1
d
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other tndicia of his connexion with goods, not being his T M R. Aﬂt,
trade murk, and the defendant alleges that what the 1875, &, 1
plaintiff affirms not to be his trade mark, is in reality his

trade mark, and aught to have been registered as such,

A question would seem to be likely to arise under see, 1
of the Act read in conjunction with the rules 5, 12, 16, 20,
and 21 whether during the period to elapse between the
gending in of the stateinent required by rule b and the
8 receipt of the notice provided for by rule 21 a person
% claiming to be the owner of a trade mark will be able, on
or after the 1st of July, 18786, to institute any proceeding
for the prevention of the infringement of his trade mark
if it corresponds with the definition in the Act. The Act

says that no such proceeding shall be justituted urtil and
unless the trade mark is registered, and in g suit so insti-
‘tuted, assuming & case for an injunstion were made out in
all other respects, it would be open to the defendant to
object that the plaintiff was barved from claiming an in-
junction on the ground that the registration required by
the first sectior of the Act had not been perfected. On
an interlocutory application, or at the trial, if the registra-
{ion. were not then perfected, it is conceived that the
objection would be valid and fatal to the plaintiff ; but it
ig submitted that if the registration should be completed
before the trial or before the hearing of any interlocutory
application upon which it could be raised, the objection
would be futile.

A somewhat similar case used to arise under the old
- practice in Chancery, where a plaintiff filing o bill in the

character of a legal personal representative alleged in his

bill the grant of probate or letters of administration, It

was always held in such cases that the fact, that at the

date the bill was filed the plaintiff’s title had not been
~ completed, was no objection to the suit at the hearing if

the’ grant had then been obtained, although it might.be

taised by way of ples or in evidence on any interlo-
~ cutory application, if at the date of the plea or of the
. imterlocutory application there had Leen mo grant, Sec

. B
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T.M.R.Act, Daniell's Chan, Prac. paga 301, 4th edition, and the ca.sea
1875, 8. 1. there cited.

It is also submitted thnt the principle upon which tha
somewhat similar case of Zemanv, Houscley (I. R.10 Q. B,
68) was decided does not apply to this Act. Thers it way
held that an apothecary, whether registered at the
commencement of the action or only at the trial, could |
not sue for services rendered while unregistered. Itists |
be observed, however, that by the 55 Geo, 3, c. 194, 5, 20, |
the very rendering of such services is prohibited, and §
although the 32nd section of the 21 & 22 Vic. c. 90 would
scem to point to registration at the date of trial being }
sufficient, yet it is clear that there is a considerable dif- g
fercnce between having a locus standi and having a cause §

.of action, One thing, however, is quite certain, that itis §
desirable for every owner of a trade mark to register at
once, 8o a8 to avoid any such quastion,

As any proceedings under the Criminal Claunses of ﬁa' &
Act, of 1862 (see p. 43) are instituted in the name of the
Crown this scction, whatever interpretation may be put §
upon it in civil matters, cannot affect such criminal pro-
ceedings B -

It is difficul} to lay down beforehand any guide ask §
what proceedings will be held to be proceedings to pmeﬂl ;
infringement, 4
" Tt 1s submitted, however, that proceedings to pmml
continned 2. e. future infringements, and for relief in the §

nature of, and consequent upon an injunction, are th
only proceedings for prevention of infringement, to obish &
which registration is necessary. In support of this viet
it may be urged :

i, That the Act is s dig-enabling Act, and st h‘
construed strictly, and that the grammatical meaningd &
“ prevention” is certainly not recovery of damages it .
respect of that which has, ex hypothesi in an actlon R
damaggs, not been prevented, :

ii. That the Act of 1862, which is in par: mtcndh“ -
by s 22 (see that sectionm, p. 67), enacted that_hfhﬁ X
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-person aggrieved by the wrongful acts there mentioned T,M.R.Aet,
(forgerios of trade marks, &c.) “shall bo entitled to main- 1875 8. 1.
tain an action or suit for damages in reapect thereof— -
and for preventing tho repetition or continuance of the
wroncful act, and the committal of any similar act.”
That the rights there given ought not o be taken away,
except by express enactment or necessary implication and
that tho distinction there drawn between cure and pre-
vention, would have been again drawn bad it been
intended that the Act of 1875 should deal with cure as
well a3 prevention.

{ii. That it would be strange if A. were allowed to take
sdvantage of his knowledge that B, had not registered his
‘trade mark to cheat B. with impunity so far as the civil
remedy of B. was concerned.

If the strict constructior contended for above is wrong,
and actions for damnges are within the mischief uf this
statute, various question may arise, to the considerations
of which the following par: of this note is directed. |

Thus & question may arise whether the infringement
of a trade mark, unregistered at the date of infringe.
@ ment, can be relied on as the ground of an action for
¥ damages, brought on or after the lat of July, 1876, by
§ 3 proprietor who has subsequently obtained registration.
% In considering this point, a distinction may be made
~ between infringements committed before the 1st of July,
1876, and infringements committed on or after thaf date.
There are no words in the Act expressly protecting either
i class of infringements, and it is submiited that as to
i Infringements committed before the Ist of July, 1876,
there is no reason why n right of action which would
dlearly have been enforceable in & suit commenced on the
| 80th of June, shonld not be enforced in & suit commenced

~ontho 2nd of July, As to infringements on or after the
- 18t of July, 1876, and before registration, it may be argued
that innsmuch as o person proposing to use a particular
.mark, has, by the register, a means afforded him of seeing
‘whether there is any similar trade mark on the2 register,

T E
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T.M.R.Act, and go avoiding an infringement, he has a right, after
1875, 8. 2. the 1st of July, 1876, to assume that if there is no such

Character-
1SHICS of
registered

trade mark.

trade merk on the register there i8 nome in use, the
owner of which would object to the use of this mark by
any other person. In addition, however, to the argu.
ments above urged in support of the writer's view of the
conatruction of this section, it is clear that in many cases,
to allow such defence to prevail, would work injustice,
For instance, in the case of s series of infringements
extending over the whole of the curreut year, why should
the infringer be in a better or worse position as to in.
frincements committed in the flrst six month than i
respect of those committed in the second six 1nonths of

the year,

2. A trade mark must be registered as belong-
ing to parficular goods, or classes of goods ; and
when registered shall be assigned and transmit-
ted only in connexion with the goodwill of the =
business concerned in such particular goods or
classes of goods, and shdll be determinable with
such goodwill, but subject as aforesaid, registration
of a trade mark shall be deemed to be eqmvalent
to public use of such mark.

For the purposes of the rules, which by sec. 7 and
rule 64 are to be construed as if they were part of the-
Act, gcods are divided into 50 clesses, (see rule 1 and
gchedule 1), -

Before the 1st January, 1876, protection in the useof - §
a trade mark could only be obtained after adducing §
evidence of exclusive public user prior to the infringe-
mont complained of, see Introduction p. b, and Zawson v.
Bank of London, 18 (. B, 84, extensive publication of - }
the intention to acquire the right to the trade mark being -
insufficient, Maxwell v. Hogy, L. R, 2 Ch. 807. The §
Iatter part of this section renders registration, which cates .
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from the date of the application for registration (rule T.M R Act,
20), equivalent fo public user. Registration will thus 1875, 8. 3.
bo extremeoly wuseful in cases where it is desired to

sdvertize, either by means of or in connection with a mark

or other thing capable of being registered as a trade mark

articlea not yet in the market.

The provision of this section coupling the trade mark
‘with the good-will of thie business concerned in the goods
as to which the trade mark is registered, are generally in
scoordance with the law prevailing before the prasing of
the Act, (Heall v. Barrows, 4 DeG. J. &8. 150, 33 L. J.
Ch. 204, 10 Jur, N.S. 68 ; Bury v. Bedford, 4 De G. J.

& 8. 352, 10 Jur. N. S. 503).

" Ttisnot very clear what the meaning o' a trade mark
@  being determinable with the good-will of & business may

he, nor to suggest a test of & good-will being determined.
" By rule 34 the Court may remove any trade mark

from the registry on the ground, after the expiration of
_five years from the date of the registry thereof, that
¥ 'tho registered proprietor is not engaged in any business
4 ' concerned in ithe goods with respect to which a trade
¥ mark is registered.

There secms to be nothing in the Aet or rules to prevent
- registrotion of a mark intended to be used in a business to

bs commenced after registration so long as a goodwill is
acquired before assigning or transwmitting the mark.

3. The registration of a person as first proprietor 133;:11{ first
of & trade mark shall be primd facie evidence of atrademark.
his right to the exclusive use of such trade mark,
and shall, after the expiration of five years from the
date of such registration, be conclusive evidence
of his right to the exclusive use of such trade
mark, subject to the provisions of this Act as to

its connexion with the goodwill of a business.
Eor the benefit of the lay reader, it may be remarked
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T.55.R.Act, that the term *conclusive” applied to evidence, though
1876, 5. 8. somewhat inaccurate, is commonly employed as here to
mean, that no other evidence would be required to
support, and no evidence admitted to contradict the facts,’
as to which the conclusive evidence is given. .
If under sec. 10, o trade mark is registered as having
been .in use before August 13, 1876, in which case.
an allegation of such user will have appeared in the
statement mode on application (rule 6), and in the
advertisements in the official paper (vude 12), if not in
the register ifself (ges mnofe on the word “such” in
gec. 10), it is clearly reasonable that such registration
should be made primd facie evidence of title in the pro.
prietor, not enly from the date of registration, but alsy
from the 13th of August, 1875, and this may, perhaps,
be held to be the effect of this section, sed quarel
Whether under any other circumstances, and if so, {o
what extent a plaintif in an action in respect of an
infringement alleged to have been committed beforo
registration, could avail himself of this section in proving
the existence of his right at the date of the infringement, _§
seems also open to question. The section certainly does
not expressly enact, and it is difficult to see upon what,
ground, other than some supposed policy of the Act, the ]
construction of this section could be so strained as fo- §
make the fact of A’s. registration in 1876 primd face ¥
evidence of his title in 1874, -
It is submitted that the term *‘exclusive” has reference
only to the use of the trade mark in respect of the goods’
or classes of goods as to which it is registered. .
A. case might arise in which two or more persons having - §
.adverse claims to the exclusive use of the same trade mark,
might be registered as proprietors thereof, either by over
sight or under one of the rules numbered 17, 18, and 1%,
In the latter case it is suzbmitted, that such inconaiﬂtentl
registrations would not be allowed exoept wilhin five ¥
years from the first registration of the trade mark i3 &
auestion, and then only in cases in which it was dee;;ﬂei
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necessary to give the person or persons applying for T.M.R.Act,
registration subsequently to the first registration of the 1875, as.
trade mark in question, a locus slfandi to institute pro- %5,
ceedings for the purpose of testing the right in dispute.
This would only be in cases in which proceedingn under
sec, 5 were inapplicable.

Registration of separate persons a8 aepmte proprietors

. of one trade mark may, under rule 29, take place with

the consent of all persons claiming to be entitled, As to
the construction to be put upon the word “exclusive ” in
such cases, see note to rule 29,

4, Every proprictor registered in respect to 2 Tiile of
trade mark subsequently to the first registered Huming by
proprietor shall, as respeets his title to that trade ;ﬁ{fﬁﬂ,ﬁ:ﬂ
mark, stand in the same position as if his title *™P
wers & continuation of the title of the first

registered proprietor.

5. If the name of any person who is not for Rectification
of register.
the time being entitled to the exclusive use of a
trade mark in accordance with this Aect, or other-
wise in accordance with law, is eatered on the
register of trade marks as a proprietor of such
trade mark, or if the registrar refuses to enter on
the register as proprietor of a trade mark, the
name of any person who is for tha time being
entitled to the exclusive use of such trade mark
In accordance with this Act, or otherwise in
- accordance with law, or if any mark is registered
a8 g trade mark which is not authorised to be so
registered under this Act, any person aggrieved
may apply in the preseribed manner for an order
of the Court that the register may be rectified ;
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T.M.R, Aot and the Court may either refuse such application,

1875, 8. 8. or it may, if satisfied of the justice of the case, -
make an order for the rectification of the register,
and may award damages to the party aggrieved.

Where .each of several persons claims to be
registered as proprietor of the same frade mark,
the registrar may refuse to comply with the
claims of any of such persons until their rights
have been determined by the Court, and the
registrar may himself submit or require the -
claimants to submit in the prescribed manner-
their rights to the Court. |

The Court may, in any proceeding under this
section, decide any question as to whether a
mark is or is not such a frade mark ag is
authorised to bo registered under this Act, also
any question relating fo the right of any pemson
who is party to such proceeding, to have his
name entered on the register of trade marks, or
to have the name of some other person removed -
from such register, also any other question that
it may be necessary or expedient to decide for
the rectification of the register.

The Court may direct an issue to be tried for the
decision of any question of fact which may requirs
to be decided for the purposes of this section.

Whenever any order has been made rectifying
the register the Court shall by ifs order direct
that due notice of such rectification be given to
the registrar. |

“The Court® is the Chancery Division of Her |
Majesty’s High Court of Justice (r. 42, p, 113). -
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- Applications to the Court may, subject to rules of T.M R.Act,
Court under the Supreme Court of Judicature Act, 1875, 1875, 8. 6.
be made by motion or by application in chambers, or in
such other manner as the Court may diract (r. 43}, .

Provision is made by rule 44 for the case of a refusal
by the registrar under the circumstances there specified,
to comply with the claim of a person o have his name
entered on the register as proprietor of a trade mark, and
| where rule 44 is in point an application under sec, 6 and

rule 43 would probably be irregular.
As to the entry of rectification on the register, see r. 36.

6. The registrar shall nof, without the special Restrictions .
leave of the Court, to be given in the prescribed of rade
manner, register in respect of the same goods or marks.
~ clagses of goods a trade mark identical with one

which is alveady registerad with respect to such

goods or classes of goods, and the registrar shall

not register with respect to the same goods or

closses of goods a trade mark so nearly resembling
.. a trade mark already con the register with respect
to such goods or classes of goods as to be cal-
culated to Geceive. -

& shall not he lawful to register as part of or
in combinetion with a trade mark any words the
exclusive use of which would nof, by reason of
their being calculated to deceive or otherwise, he
deemed entitied to protection in a Court of equity,

or any scandalous designs.

As to'the first part of this section, see rules 18 and 19,
" and notes thereon.

As to what words would not by reason of their being
-calenlated to deceive or otherwise, have been at the date

of the pessing of this Act, deemed entitled to grotection
2

e e — W Tl
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T.M.R.Act, in 8 Oourt of equity, seo Ford v. Foster, L. R. 7 Ch. 61],
1875, 8. 7. where the older cases are cited and explained. |

The ]udgment of Mellish, L. J., in that case refers to
the maxim Ex turpt causd non oritur activ as the common
principle upon which a trade mark case might fail either
at Iaw or in equity. The dictum of the same learned
judge concerning the non-existence of any reported trade
mark case in which the above maxim was applied ab
common law may account for the form of the reference
in the above section (L. R. 7 Ch, at p. 650).

The circumstances under which a Court of equity
would refuse protection to a trade mark which was not
calculated to deceive cannot of course be enumerated,
but an obvious instance would be where the trade in which
the trado mark was to be employed was in itself unlawfuf,

It is presumed that the prohibition of this section
would be deemed to apply, if the objectionable words"
formed the whole trade mark and not & portion only.

Eaablish- - 7. Subject as aforesaid, a register office shall

resistoy and be established from and after such time (mob

senersl les heing later than the 1st day.of January, 1876), in
such manner and with such officers, and at such
salarles, to be paid out of moneys provided by
Parlioment, as the Lord Chancellor may, with
the consent of the Treasury, direct; and the'
Lord Chancellor may from time to time, with .
the assent of the Treasury as to fees, make, and,
when 1ade, alter, annul, or vary, such genarel.
rules as to the registry of trade marks, and as to-
notices to be given by advertisement beforo the" |
Yegistration of trade marks, and as to the classl-
fication of goods for the purposes of this Act,
and as to the registration of first and subsequent.

proprietors of trade marks, and as to the fees
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" to be charged for registration, and also for the T.M.R.Act,
~ confinuance of a trade mark on the register m-%ﬁ;&, oo

otherwise, and as to the removal from the register o

of any trade mark, as to notices. and as to the

persons entitled to inspect the register, and as to

. any proceedings to be taken to obtain the judg-

- ment or leave of the Courf{ in any matter in

which the judgment or leave of the Court is
required to be obtained under this Aect, and
generally for the purpose of carrying mto effect
this Act, as ho may deem oexpediont.

Any rules made in pursuance of this section
shall he laid befors both Houses of Parliament if
Parliament bo then sitting, or if not then sitting,
then within ten days from the then next as-
sembling of Parliamont, and shall be of the same
validity as if they had been enacted by Parlia-
~ment ; provided that if either House of Parlia-
ment resolve, within one month after such rules
have been Jaid before such House, that any of
- such rules ought not to continue in force, any
rule in respect of which such resolution has been
passed shall, after the date of such resolution,
. ¢ease to be of any force, without prejudice, never-
theless, to the making of any other rule in its
place, or to anything done in pursuance of any
such rules hefore the date of such resolution.

The rules issued under this section up to the present
date will be found post, p. 91. '

8. The certificate of the registrar as to any Certificate of
registrar to

eniry, matter, or thing which' he is authorised by be evidence.
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4

T.M.R.Aof, this Act, or any general rules made thereunder

1375 688, - ¢

g 9  bomake or do, s]mll be evidence of such. entry
‘having been made, and of the contsuts thereof,
and of such matters and things having been dene

or left undone.

See rule 41, .
Under 8 & 9 Vic. ¢, 113, sec, 1, the certificate will

prove itself,

Provisionas 9. With respect to the master, wardens,

to Cutlers’ .
Companv  Searchors, assistants, and commonalty of the

32%?&??“” Company of Cutlers, in Hallamshire, in the
marks county ‘of York (in this Act called “the Cutlers’
Company”) and the marks and devices (in this
Act called, ¢ Sheffield corporate marks”) ussigned
or to be assigned by the master, wardens, searchers,
and assistants of that company, be it enacted

a3 follows :—

(1.) Within the prescribed time and in the
prescribed manner the Cutlers’ Com. -
pany shall at their own expense deliver - .
to the registrar under this Act copies
of all Sheffield corporate marks in force
at the time of such delivery: |

(2.) When any person, after the passing of.
this Act, applies to the said master,
wardens, searchers, and assistants te
assign to him any mark or device,
notice of such application, with a copy
of such mark or device, shall, within -
the prescribed time and in tho pre- -
seribed manner, be delivered to the
registrar under this Act ; and such
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mark or device shall not be assigned T.M.B. &nt
until after the explmtmn of the pre- 1375 e 9.
seribed period from the giving of such |
notice. In ‘like manmer, when any

person applies for the registration under

this Act of a trade mark as belonging

to any goods or class of goods specified

in sec, 2 of the Cutlers’ Company’s Act

of 1860, motice of such application,

with & copy of such trade mark, shall -
within the prescribed time and in the
prescribed manner, be delivered to the
Cutlers’ Company; and such trade mark

shall not be registered until after the
expiration of the prescribed period from

the giving of the last-mentioned notice :

(3.) Upon the assigning of any such mark or
device, or the registration of any such
trade mark as aforesaid, notice of the
assignment or registration shall, within
tho prescribed time and in the pre-
scribed manner, be given to the regis-
trar under this Act, or to the Cutlers’
Company, as the case may be ;

(4.) The registrar under this Act, without the
special leave of the Court, to be given
only in cases vrhers theapplicant proves
his right, shall not in respect of any
goods or classes of goods with respect to
which a Sheffield corporate wmark shall
have been assigned and actually used,
and of which mark a copy or description
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ITBI_}I{%B-BMJ, or notice of the assigning whereof shall
have been delivered or given to the
registrar as aforesaid, register a trade |
mark identical with such Sheflield con
porate mark, or so nearly resembling the
samo as to be calculated to deceive :

(5.) The master, wardens, searchers, and
assistants of the Cutlers’ Company shall -
not assign to any person a mark or
device identical with any trade mark
registered under this Act, and notice of

_ . theregistration whereof shall have been
given to the Cutlers’ Company as afore-
said, or so noarly resembling the same
as to be calculated to deceive : -

(6.) Any person ' whom a Sheffield corporate
mark legally belongs shall be entitled-
to have the same mark registered also
as a trade mark under this Act, in
respect of any particular goods or classes
of goods, in the same manner, and upon
the same terms and conditions in and
upon which he might have registered
the same if it were not a Sheficld
cmpomte mark,

(7.) Nothing in this Act shall prejudice or -
affect the rights and privileges of the
Cutlers’ Company, nor, save as is other .
wise In this Act expressly provided, ]
shall any of the provisions of this Act' §
apply to or in the case of any Shoffield- §
corporate mark. .
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(1). Seerules 48, 47 and 56. .

(2). As to the rotice to be given to the registrar, see
rules 48 and 48,

As to tho period to elapse after such notice before

- assignuaent, ses rule 50.

As to the converse case of aa application to regmber
ander the Act, sce rules 51, 52, and 53,

Sec. 2 of the Cuilers’ Company’s Act 1860 (23 Vie, e,
xliii), refers to persons exercising the art or trade of a
maker of knives, sickles, shears, scissors, razors, files,
forks, saws, edge tools, or ofher articles of steel, or steel
and iron combined having a cutting edge, or of a manu-

| facturer of steel,

(). Soe rules 54 and 55.
(7). Cousidering the scope of this section and the absence

~of any provisions which might be expected if it was
~ intended that the owners of Sheffield marks were to be

affected by sec. 2,it is submitted that the words “expressly

. provided” in this clause must be construcd as equivalent

to “provided with express referemce to the Cutlers’
Company, &c.”’

A question as to the assignability of a Sheflield cor-
porate mark otherwise than by a surrender to the Com-
pany, and re-grant was decided in Bury v. Bedford, 4 De
(. J. & S. 352, 10 Jur, N.8. 55,

As to the Cutlers’ Company generally, see “The
Cutlers’ Company Acts,” which are :—

2l James 1. ¢ 31, The C. C., Act, 1623,

31 George IIL c¢. 58, ' 1791.
41 George IIL ¢. 97, ' '1801.
64 George III, ¢, 119, ’ 1814,
23 Vie. ¢. 43, " 1860.

10, For the purposes of this Act:

87

T.M.R.Act,
1875, s. 10,

Definitions,

A trade mark consists of one or more of the Trade mark.

following essential particulars; that is to

say, ‘
A name of an individual cor firm printed,
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Prescribed.

Court

TRADE MARKS,

impressed, or woven in some particnlar
and distinetive manner ; or
A written signature or copy of a written
signature of an individuel or firm; or

A distinctive device, mark, headmm label

or ticket ;

and there may be added to any one or more of
the said particulars any letters, words, or figures,
or combination of letters, words or figures ; also
Any special and distinetive word or words or
combination of figures or letters used as a trade
mark before the passing of this Act may be regis-
tered as such under this Act. |

‘ Prescribed” means preseribed by genoml
rules made in pursuance of this Act; and
¢Court” means any of Her Majesty’s superior .

courts of law or equity at Westminister, or
any court to which the jurisdiction of such

courts may be transferred, or any omne or
more of such courts which may be declared
to be the court for the purposes of this Act
by such general rules as aforesaid ; but the
provisions of this Act conferring a special .
jurisdiction on the court as above defined
shall not, excepting so far as such jurisdic-
tion extends, affect the jurisdiction of any
.court in Scotland or Ireland in causcs,
actions, suits, or proceedings relating to-
tradcs marks ; and if the register requires

to be rectified in consequence of-any pro-. §
ceedings in any such court in Scotland or- - §

Ireland, due nofica of such requirements
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shall be given to the registrar, and he shall T.M R.Act,
- - L 1375l ﬂi 10‘
rectify the register accordingly.

In this gection the word * figures ” i3 used as equivalent
to “numbers” and dves not include “devices’’ and ““marks.”
- The name of an individual or firm can only be registered
as a frade mark when printed, impressed, or woven in
somo particular and diatinetive manuer,

This appears to be a very proper stipulation to insert.
A nime, may become merely equivalent to a mark and
p  cease to denote that the article on which it appears was
. mado by or passed through the hands of the personr whoae
¥ - name is on the article (see Hall v. Barrows 33 L.J. Ch.
d 204, 4 De G, J. & 8. 150) but if all names could be

registered ns trade marks, the use of a name for its
primary purpose would be much hampered—and it might
even be urged that a person who had unintentionally used
name as & trade mark could be defeated on proceedings
for an injunction against & fraudulent person who used the
name as 4 trade mark, on the ground that the person
whose name was used had not registered it.

There i3 one drawback which attaches to the use of a
name as & trade mark, whether it be registered or not;
vamely, that if it be used by a person other than the
enginzl person described by the name, the public may be
deceived. In this case, however, registration and assign.-
ment under the Act, would not, in a civil action, rebut a
defence founded on the deception practised by the plaintiff,
nor, In criminal cases, prevent conviction,

~ If an artist or artisan has acquired by his personal skill
and ability, a reputation which ives to his works in the
market o higher value than those of other artists or
artisans he cannot give any other persons the right to
afix his name or mark to the goods, because he cannot

give to them a right to practise & fraud upon the public (a),

In such cases ng these it i3 presumed that the regia-

trar would be justified in refusing to register a transfer.

(a) Leather Cloth Company v. American Leather Cloth
| Company, 11 H., L. Ca, at p. 545.
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T.M.RB. Act, Itiaeubmitted that where a mark hasin any branch of
1875, 8. 11, ¢rade become pudlici juris it is no longer a distinctive mark,
It will be observed that the permission to add any let{ers,
words, or figures, or combination of letters, words, or figures
to the essential particulars renders it possible though not
perhapa expedient to register, as a trade mark something
more corresponding to an advertisement than to the
general notion of a trade mark. See remarks of the L.C,
on this point in the Leather Qlotk Co. v. American Leather
Cloth Co., 11 H.L. Ca. 623, 85 L.J. Ch. 53.

The definition of a trade mark in this section must be

taken in connection with the latier part of section 6. The

" provision of the Act, with regard to any special or dis.
tinctive word, &c., used asa trade mark, before the passing
of the Act permits the registrntion of a trade mark
existing st the date of the Act, although it may not
correspond with the definition of & trade mark adopted
for the purposes of the Act. Those who have, since the
passing of the Act, or may hereafter adopt trade marzs
not in recordance with the definition, will not be able te
register such marks. -

It is submitted that the word “such” in this clanse,
refers to the words trade mark. 'This cleuse therefors,

* does not provide for any distinction being made in the
register between old and new trade marks, even in the
case of the particular class of old trade marks her
referred to ; nor does it appear from arvy other part of the
Act, nor from any of the rules, that any such dmtmcﬁon
i8 necessarily to be made (sev rule 20).

The “Court,” has by general rule 42, for the pu- §
poses of the Act, been declared to be the Chancery
Division of Her Majesty's Hich Court of Justice. Ttis
perhapa unnecessary to point ont, that there is nothing in
the Act or rules to limit the plaintiff in an action for
infringement in his selection of a forum,

—— e — -

Short title of 11. This Aet may be cited for all purposes s
ek the Trade Marks Registration Act, 1875.




RULES

UNDER THE

| TRADE MARKS REGISTRATION
- ACT, 1875.

ARRANGEMENT OF RULES.

Preliminary.
LULE
1. Classification of goods in? schedule.
2. Fees.

3. Determination of doubt as to classes.
4, Registration of different trade marks, or trade
marks in different classes.

~ Application for Registry.
b, Proceedings on application.
6. Contents of statement on application.
1. Requisites of statement.

8. Nature and size of representation of trade
mark,

J. Declaration to accompany application.
10. Application by company.
11, Acknowledgment of application by registrar.
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Advertisement of Applicalion and Notice of

12,
13.
14.

19.
16.
17.
18.
19.
20.

21.
22.

23.

24.
25.
20.

27,

28.
29.

Continuance of @ Trade Mark on the Register.

30.

Opposition.

Advertisement of application.

Definition of official paper.

Means of advertising trade mark to be sup-
plied to official paper.

Notice and proceedings for oppos1t10n

Hegistration of Trade Marks.

Time of registration of trade mark.

Duty of registrar in case of disputed claim.

Prohibition of registration of identical trada
marks.

Similar trade mark for similar goods not to °
be registered in two classes.

Entries to be made in register.

Notice of registration.

Trust not to be entered in register.

Registration of subsequent Proprietors.

Registration of assignee or transmittee.
Production of assignment, &c., by assignee.
Right of transmitteo or his assignee,
Evidence to be produced on transmission. -~ :
Declaration by assignee and transmittee.  ~
Assignee, &e., of joint owners.

Registration of joint owners as separate owners.

of separate trade marks.

Removal of trade mark after fourteen years,
unless fee paid.
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|31, Payment of additional fee after expiration of
| fourteen years.

39, Power of Commissioners to restore tzade

marks, -
| 33, Trade mark like one removed not to be re-
gistered for five years.

| 84, Removal of trade mark where 1o business In
t. goods.

Alteration and Rectification of Begister.

95. Alteration of non-essential parts of trade
mark,

36. Entry of rectification in register.

37. Publication of rectification or alteration of
register.

38, Notice to registrar of opposition in any matter.

30, Alteration of address, &ec., in register.

Inspection of Register.

40, Inspection and copies of register.
41, Certificate by registrar.

Application to the Court.

42, Definition of court,

-43. Application to court.

‘44, Submission to court of conflicting claims.
45. Settlement of special case.

Cutlers’ Company.

46, Time for delivery of old Sheffield marks.
47. Manner of delivery of old Sheffield marks,
48, Time for delivery of new Sheffield marks.
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49, Manner of delivery of new Sheffield marks.

50, Period between notice to registrar and asa1gn
ment of new Shefiield marks

51. Time for notice of application to regmter
new trade marks to Cutlers’ Company, -

52. Manner of giving notice to Cutlers’ Company
of application.

63. Time between notice to Cutlers’ Company |

and registration of trade mark.

54. Time for notice of assignment of mark, or |

registration of mark,

5b.. Manner of giving notice of essignment or 'Q:

Iemstratmn of mark.

56. Descnptlon of coplies for purpose of Cutlers

Company.

Declaration and Evidence.

57. Dispensing with declaration, evidence, &o
58. Manner in which and persons before whom §

declaration is to be taken,

59, Notice of seal of officer faking deelaration tn

prove itself,
60, Declaration by infant, lunatie, &ec.

Commissioners of Patends.

61. Registrarsubject to Commissioners of Patents. -:!__'

Notices.

62. Notices to be in writing and served by post §

63. Mode of addressing notices.
64. Construction of Rules,
65, Forms.

SOHEDULES,

)
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RULES.

‘Waereas by the Trade Marks Registration Act, TIM.R. Act
1875, the Lord Chancellor is authorised from 1870
time to time, with the assent of the Treasury as
to fees, to make general rules as to the registry
| of trade marks, and other matters conuected
g therewith, as is in the #aid Act mentioned :

~ Now, therefore, I, the Right Honourable Hugh
MacCalmont Baron Cairns, of Garmoyle, in the
county of Antrim, Lord High Chancellor of
[ -+ Great Britain, in pursuance of the said Act, and
of all other powers enabling me in this behali,
do hereby make the following Rules :—-

Hules, 1-3.

. Preliminary.
.1, For the purposes of these Rules goods are Classifica-

classified in the manner appearing in the first o chedute.

schedule hereto.

Ses sec. 2 of the Act p. 74, |
The first schedule will be found at p. 122.

2. The fees to bo charged in pursuance of these Fees.
rules are the fees specified in the second schedule
. hereto,

~ See page 134,

3. If any doubi arises as to what class any petermina.
particular deseription of goods belongs to, the ;‘:‘ffiﬁﬂ;‘;f
doubt shall be determined by the registrar.

As to wares made of mixed materials, see note at the
end of schedule 1, |
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THMR Act 4, A trade mark or trade marks may be re.

1875. gistored in pursuanco of the same application by
Rules, 4, 5, the same porson in respect of all or any goods,
Registration gubject to the payment of the additional fees

of different .
trade marks, gpecified in the second schedule in respect of the

or trade . . .
marks in dif. registration of different trade marks or the oxten-

ferent . . .
classes. sion of the same frade marks to goods in different

classes.
Application for Registry.
Proceedings O, A person, whether a British subject or an
oarPie alien, desiring to register a trade mark shall apply
to the registrar by sending to him a statement

accompanied by such declaration as 18 hercinafter
mentioned and the prescribed {fee.

¢ Such declaration ’”’ see rule 9.

Applications must be addressed as follows :—

'The Registrar,
Trade Marks Registry Office,

Quality Court,
47, Chancery Lane, W.C.

Thoy may either be delivered by hand or sent prepald
by post, but an application will not be attended to unless §
it is accompanied by the proper fees specified in schedule * §
2 of the rules,

Fees will not be received in cash, They may be paid
by & Post Office Ordor payable to the Registrar at the
General Post Office, London; or, if they exceed five
pounds, may be paid by a cheque deawn to the * Registrar .}
of Trade Marks or Bearer,” and crossed “Bank of &
England,” - B

Each application for the registry of a trade mark or §
marks must be accompanied by & statoment, on foolscap ¥
paper, of the following particulars ;—

Sce rule 02,
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1, Name and address of appHoant, T.HM.B. Aot
(Example.) Jokn Jones, 1875.
Moon Street, Rule 6..
Dirmingham,
Pharmaceutical Chemist.
2. Account of fees for trade mark or marks required.
(Examples.) £ & d
~ One trade mark in cinss ¢ - =« =100
or
' Twotrade marks in closs20 - - . 110 0
or

One trade mark in four classea . - 160
The post office orders or crossed cheques enclosed for

payment of fees should be fastened tothe form of account
of foes,

8, Tha statement shall contain tne follqwing gﬁﬂfﬂ:ﬂ of
articulars :— on applica-
P A. The name and address and calling of the o
applicant : and
B. The deseription or reference to a description
of the trade mark to be registored: and
C. The class or classes of goods (being some
one or more of the classes mentioned in
the first schedulo), and the particular
description or descriptions of goods in
such class or classes, with respect to which
he desires the trade mark to be registered:
and
D. In the case of a trade mark used before the
passing of this Act, a description of the
goods in respect of which it has been used,
and the length of time during which it
has been so used,

Beo the forms A. and B, given in schedule 8, post,
F
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TMR. Act It is submitted that the fact of particulars as to the
1878,  description of goods in respect of which the trade mwark is
Rules 7, B. desired to be registered being reguired to be inserted in
the statement does not take away the privilege impliedly
given by sce, 2 of the Act of registering a trade mark in
respect of a whole class.

One reasou why an applicant has to state the fact if
his trade mark was in use before the passing of the Act
(13th August, 1875), is that the registrar in such cases
does not have to see whether the trade mark corresponds
with the usual definition of a trade mark for the purposes
of the Act,.but will apply o different test. Sece the Act,

gec, 10, and note thereon, p. 90.

Requisites | 7. The above statement must bear a date and
be signed by the applicant.. Subject to any other
directions that may be given by the registrar,
the statement sent to the registrar shall be upon
foolscap paper of a size of thirteen inches by
cight incles, and shall have on the left-hand
part thereof a margin of not less than one inch. §.
and a half,

Where practicable, all the papers sent in to the regisbrar

should be of the same size, and have the same margin.
:

Nature 8. Subject to any other direetions that may be

d--."|I ﬂf " - L *
representa-  given by the registrar, a description of a irade §

ton: ftrade ) ark shall be given in wriling, aud shall be J
accompunied, when practicable, by a drawing or §
other representution in duplicate not less than §
three inches syuare, on foolscap papor of the size §
aforesaid, or by pasting or otherwise fastening on
such paper a specimen of the trade mark.

Where o drawing or other representation or g
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¢ | specimen cannot be given in manner aforesaid, a T.M.R. Aot

5 3 gpecimen or copy of the trade mark may be sent, 1879,
n " » - ' Rulﬂﬂa-lo.
y either of full size or on a reduced scale, and in

1 B such form as may be thought most convenient,

§ The registrar may, if dissatisied with the
representation of a trade mark, require a fresh
representation either before he proceeds with the

§ application or before he registers the trade mark.
| The registrar may also, in exceptional cases,
. ¥ deposit in the Patent BMuseum a specimen or

| copy of a trade mark which canunot conveniently

8 Do placed on his register, and may refer thereto
¥ in his register in such manner as he thinks
| advisable, ‘

9, The declaration must be on foolscap paper Declaration

" * . - t'ﬂ' ﬂﬂCﬂm-
:‘ of the above-mentioned size, and must verify the pany appli-

statement, and declare that, to the best of the cation-
§ applicant’s knowledge and belief, he is lawfully
j entitled to use the trade mark, and must he made
§ ind subscribed as herein-after mentioned.

E  For form of declaration, see schedule 3, form C.

8 Asto when the vegistrar may dispense with a declara-
g ‘100, see rule H7,

| Ax to the manner in which and persons before whom a
R declaration must be taken, see rule 58.

R As to the seal or signature of the officer ‘taking the
§ declaravion proving itself, see rule 59.

§ A8 to making declarations, and doing other acts on
g behalf of infants, lunaties, &c., see rule 60. |

10. Where an application for the registry of a Application
. . y company.
irade mark is made by oron behalf of a corporate i

0T quasi eorporate body of persons, the statement
. P2
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T.M.R. Aot and declaration shall be made by the secretary or
1875- - -
R other prinecipal officer of the body of persons;
ulea 10" » »
14, and the registrar may require such proof as he
thinks fit that the application made is duly
authorised by such body of persons.

The registrar will probably be satiefied with proof of a
regolution authorising the application by the person who
applies having been passed by the governing bedy.

ﬂgkno:;t o 11 On receipt of the application the registrar

application shall send to the applicant an acknowledgment
thereof.

Advertisement of Application and Notice of
Opposition.
Advertise. ]2, Asgsoon as mey be after the receipt of an
application. application made as providea by these rules, the
registrar shall require the applicant to insert an
advertisement of the application in the official
paper, during such time, and in such forw:, and
generally in such manner as the registrar.may .}
think desirable, and distinguishing whether the '}
mark has or has not been used before the 13th §
day of August, 1875.

|

?ﬂ?fiﬂiﬂ%&f 13. The official paper for the purposes of thes:
rules shall be some paper published under the
direction of the Commissioners of Patents, orsuch §
other paper as such Commissioners, or anyone §
of them, may from time to time direct. B

Means of 14. For the purposes of such advertisement the

advertising

trade mark  applicant may be requn'ed to furnish the printer

i
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of the official paper with a2 wood block or electro- T,ML.R. Aot
: : 1876.
type of the trade mark, of such dimensions as Rules 14
may from time to fime be divected by the registrar = . 35, ~
or with such other information or means of to be sup-
advertising the trade mark as may be allowed by Efﬁiiaﬁ:apcn

tho registrar.

15. A notice of opposition may be given by Notice and
sending to the registrar, together with the pre- ﬁ;‘;‘ﬁ;ﬁs
seribed fee, & written notfice in duplicate, on ot
foolscap paper of such size as aforesaid, stating
the grounds of the opposition. The registrar shall
send one copy of such notice to the applicant.

Within three weeks after the receipt of such
notice, or such further fime as the registrar may
allow, the applicant may send to the registrar, on
foolscap paper of such size asaforesaid, a counter-

3 statement of the grounds on which he relies for
b his application, and if he does not do so shall be
desmed to have withdrawn his application.

If the applicant sends such counter-statement
the registrar shall require the person who gave
nofice of opposifion fo give securify, in such
manner and to such amount as the regisirar may
require, for such costs as may be awarded in res-
pect of such opposition ; and if such security is
n0f given within fourteen days after such require-
ment was made, or such further time as the
reyistrar may allow, the opposition shall be
deemed to be withdrawn.

- As to the manner of serving notices, &c., see rule
62.
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T.M.R, Act As to the decision of the points raised by opposition,
1878.  gee rule 17 and note to rule 16.
Rules 16,

7. Régz'sto*atz'mz of Trude Marks.
Tame of 16. On the expiration of three months from

rehlstratmn

oftrade  the date of the flrst appearance of the advertise.
ment in the official paper, the registrar may, if
he i1s satisfled that the applicant is entitled to
registration, register the trade mark in respeet of
the description of goods for which he may be
entitled to be registered and the applicant as the
proprietor thereof, on payment of the prescribed
fee.

As to the entries to be made in the register and the
date of the registry, see rule 20,

It appears that where opposition has been raised to the
registry of a trade mark by a person not himself claiming
to be registered in respect of the same or a nearly identical
trade mark, 7., in cases not coming within rule 17, that
the registrar may if satisfied that the applicant is entitled
to registration proceed under this section leaving the
opposing party to his remedy Ly way of application for
rectification of the register under sec, 5 of the Ac
(p- 79).

Duty of 17. Where each of several persons claims to
e rais bo registered as proprietor of the same ora nearly
puted A ; Jentical trade mark, in respect of the same goods
or goods belonging to the sume class, the registar
shall use his discretion as to registering ali orany
of such trade marks, either unconditionally or on
the condition of the introduction of such vane-
tions (if any) or otherwise as he thinks fit, or

the registrar may, if in any case he thinks it
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expedient, submit or require the claimants to TM.R. Aot

submit their rights to the Court. 2 ;375“
8 .
See sec, d of the Act (p. 79), and rule 44, | 319:

As to the possible registration under this and the two
next rules of two ur more persons with conflictine claims,
see note to sec, 3 of the Act (p. 78).

18. Where a trade mark has been alveady Prohibition
of registrus
regictered in respeet of any goods or deseription tion of

identical
of guods belonging to one particular class, a trade wade marks.

mark identical with such trade mark, or so nearly
resembling the same as to be ¢aleulated to decerve,
shall not, without leave of the Court, be registered
in the name of another person as proprietor thereof
‘with respect to any goods in that class.

[t is presumed that the leave of the Court to register a
trade mark in respect of goods belonging to one class
- identical with a trada mark, already registered as to the
same class, will be granted in all cases where the gouds
to whick: the identical trade marks are applied, though
included in the same class, are so different that the identity
of the marks is not likely to deceive, Tor’ instance, a
purchaser of bricks marked with two crossed swords is not
likely to think that they were made at Dresden, though
china aud bricks are both included in cluss 16 of schedule 1.

As to applications for leave, see rule 43,

19. Where goods may be considered as belong- Simitar trade
mark for
ing to two or more classes, and the trade mark simitar goods

has been already registered in respeet of such ?f;;;?cf-’:d in
# goods as belonging to one particular class, a trade *¥° €5
" mark identical with sueh trade mark, or so nearly

- resembling the same as to be caleulated to deceive,

shall not, without leave of the court, be registered

in the name of another person as proprietor thereof
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T.M.B. Act with respect to tho same or similar goods as be- |

B ﬁ::ml o longing to another class,
A .
23, Were it not for this rule it would be necessary, in order

to protect one kind of goods, to register the trade mark
applied to them in every class in which such goods could
possibly be included,

Entdesto 20, Upon ropistering any trade mark tho re-
register.  gigtrar shall enter in the register the date on
which the statement relating to the application for
registry was received by the registrar (which day
shall be deemed to be the date of the registry)
and such other particulars as he wmay think neces-
sary, including the name and address of the pro-

prietor.

The address is to be inserted for the purposes of rule 63,

Xf the registered proprietor has alleged user prior to
Avgust 13, 1875, will this be deemed & necessary par-
ticular?

Notice of 21. The registrar shall send notice to the ap-
; plicant of the registration of his frade mark.

Trustnotto 22, There shall not be entered in the register,
be entered in . . .
register.  OF bo receiveable by the registrar, any notice of

any trust, expressed, implied, or constructive.
See also rule 28.

L]

Registration of subsequent Proprielors, |
Registration 23, The person to whom any registered trade
or trans-  mark has been assigned or transmitted may apply

MU $o be registered as proprietor thereof.

No form of application by an assignee or transmittce
is given in the 8rd schedule, It will probably be sufficient
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to head the application in the same form as the other T.M.R, Aot
papers sent in at the same time, and after stating the 1875.
pame, address, and buziness of the applicant to refer to Rule 24,
the accompanying papers as shewing the grounds of the

application. The application should be dated and eigned.

24, Where the trade mark has been assigned Production
the person claiming as assignes to be registered me., &e. by
shall send to the registrar, with his application, ™
an assignment by deed executed both by the
assignor and assignee, and a declarabion verifying

such assignment.

A form of deed of assignment I8 given (Schedule 3,

Form D.)
-. -Ti is suggested that ag the deed is to be execufed by the
assignee, sume such addition a8 |
“I accept the above assignment, and in witness
thereof, I have hereunto, &a.,”
saould be adopted in order to render the form more com-
plete, unless the deed of assignment be made in the form
of an indenture, Rule 65 does not render strict adberence
to the forms ir schedule 8 compulsory. That rule only
provides that the forms may be used, zc., that they shall
be sufficient in point of form; they should net be varied
in any case without due cause,

It will be observed that the form of assignment given
in gchedule 3 purports to assign the trade mark together
with the goodwill, Rule 24 makes it necessary to assign
3 trade mark by deed, but it appears to be a very sirict

- onstruction of section 2 of the Act to hold that the
trade mark and goodwill must be assigned by one and the
tame deed, 'The point may have considerable effect upon
te ad valorem duty. If the deed of assignment of the

frade mark does not also sssign the goodwill, it should
refer to the goodwill 5o as to shew that the trade mark is
dsigned In connection with the goodwill, 3

. F
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TH.R. Act

1875,

Rules 25,

26,

Right of
transmittee
or his
assignee,

Evidence to
be produced

O1 trans-
MISSIQN,

TRADE MARKS.

As to the declaration verifying the assignment, see

rules 27 & 57.

25. Where a trade mark has been transmitted
by the death of the registered proprietor, the legal
personal representative of such proprictor shall be
recognised as having the title to the mark.

Where the trade mark has been transmitted by
marriage, bankruptcy, or otherwise by operation
of law, the person applying as the transmittee to
be registerad shall send to the registrar, together
with his application, a statement of the manner
in which such trade mark has been transmitted,
and a declaration verifying such statement.

Any transmittee may assign his interest in the
mark, notwithstanding that he has not been

registered as proprietor thereof.
Where there ure joint registered proprietors there

will be no transmiesion until the death of the surviver,
gee rule 28, |

A= Lo the form of application by a transmittee, see note
to rule 23,

As to the form of the declaratim to be made bya
transmittee, see rule 27 and schedule 3, form L, |

26, Where the person applying to be registered
claims as the transmittee of any tegistered pro-
prietor, or as the assignee of a transmittee, there
shall be produced to the registrar the following .
evidence :—- N

(1) If the business concerned in the goods:
with respect to which the trade mark is
registered is carried on in England o
Treland, then
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A. If such transinission has taken place T.M.B. Aot
by the death of any person, there Rujl.:,r:é

shall be produced the probate of =~

the will of such deceased person,

or the letters of administration to

his estate, or an official extract

therefrom ; and

B. If such transmission has taken place
by the marriage of the female pro-
prietor, there shall be produced a
cortified copy of the register of
such marriage, or other legal evi-
dence of the celebration shereof,
and a declaration of the identity
of such female proprietor ; and

C. If such transmission has taken place
by the bankruptey of the registered
proprietor, or otherwise by opera-
tion of law, there shall be produced
to the. registrar such evidence as
may, for the time being, be receiv-
able as proof of the title of the
applicant ; and

(2.) Where the said business is not carried on
in Iingland or Iveland,—

'There shall be produced similar evidence
to that herein-before prescribed, or
such evidence as would be received
as sufficient evidence in the courts
of justice of the country or place
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1878,

Rules 26.
20,

Declaration
by assignee
and trans-
mittee,

Assignee,
&c. of joint
owners,

Registration
of joint
OWNRErs As
scparate
owrners of
separate
trade marks

TRADE MARKS.

at which the proprietor carries on
business.

As to the power of the registrar to dispense with any
of this evidencs, see rule 57.

27. Every declaration made by an assignee or
transmiifee shall stete his name and address, and
that he is entitled to the goodwill of the busi-
ness concerned in the goods with respect to
which the trade mark is registered, or to some
part of such goodwill.

For form of declaration by transmittee see schedule 3,
form E.

As to the registrar’s power of dispensing with s
declaration, eee rule 57.

28. Where two or more persons are registered
as joint proprietors of the same registered trade:
mark, those proprietors, or the survivors or sur-
vivor of them, or their or his assignee or trans-
mittee, shall alone be recognised by the registrar
as having any title to the mark.

¢ Or their or his assignee or transmittee’” should not
this be, “or their or his assignees or assignee, or the
transmittee of the survivor of them $”

This rule does not of course prevent trusts or other
equities attaching to the property under the control of

the registered proprietors,

29. Where divers persons claim to be severally
entitled to the goodwill of a business concerned
in the goods with respect to which a trade mark
has been registered, such persons, or any of
them, may, if they all consent thereto, and on
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the production of the proper evidence, and on T.M.B, Ast
payment .of the prescribed fee, be registered.Bn:mﬁ'
. : o3 €29,

separately es separate proprietors of such trade = g
mark.

If all of such persons so entitled do not s0
consent, the registrar shall not, without leave of
the court, register any of them as separate pro-
prietors of such trade mark.

If such separate registrations take place the word
“axclusive ” in sec, 3 of the Act will as to each of the

separate proprietors have to be read as equivalent to |

“exclusive against all persons except the other registered
geparate proprietors,”

The side note, which is given ns published by authority,
18 inacourate,
Continuance of a Trade Mark on the Register.

80, At a time not being less than two months gemoval of

nor more than three months before the expira- ;‘}":‘f:;ﬁf:."

tion of fourteen years from the date of the ‘LI
registration of a trade mark, the rogistrar shall wd.
send a notice to the registered proprietor that the
{rade mark will be removed from the register
unless the proprietor pays to the registrar, before
the expiration of such fourteen years (naming the
date at which the same will expire), the prescribed
{ee, and if such fee be not previously paid, he

- shall at the expiration of one month from the
dato of the giving of the first notice send a
second notice to the same effect, and if such fee
b not paid before the expiration of such fourteen
years the registrar may, after the end of three

months from the exzpiration of such fourteen
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T.M.RB. Aot years, remove the mark from the register, and so

1870.  from time to time at the expiration of every

B“I";‘l‘ %0- pertod of fourteen years,

Payment ot 31, If before the expiration of the said thres
WIICTONG

fec after _months the registered proprictor pays the said

expirition of . ‘)" .
fourteen  fee, together with the additional prescribed fee,

e the registrar may, without removing such trade
mark from the register, accept the suid fee as if
it had been paid before the expiration of the said

~ fourtoen years,

Power of 32. Wheore after the said three months a trade

commission- .
ers to restore Mark has been removed from the register for

tritde mark. non-payment of the prescribed fee, the Commis.
sioners of Patonts, or one of them, may, if they
are sabisfied that it is just so to do, restore such
trade mark to the register on payment of the
prescribed additional fee and compliance with
such conditions as they may think just.

Trade mark  33. Where a trade mark has beon removed

like one .
removed not from the register for non-payment of the fee or

tored] foB otherwise, such trade mark shall nevertheless for
WEYErs.  five years after the date of such removal b
deomed for the purpose of section six of the Act,
and not for any other purpose, to be o trade

mark which is already registered.

Removalof 34, The Court may, on the application of any
tradye mark .
whereno  person aggrieved, remove any trade mazk {from

Eﬂﬂﬁlﬁfﬁs " tho register on the ground, after the expiration of
five years from the date of tho registry thereof,
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that the registered proprietor is not engaged in 'I‘_H,BR. Aot
any business concerned in the goods with respect 1670,

. : : Rules 34.
to which o trade mark is registered. 38.

See sections 2 & 3 of the Act, pages 76, 77.

Alteration and Rectification of Register,

35. The registerad proprietor of any registered Alteration

' ' of non-essene

trade mark may, by lenve of the Court, alter tial parts of

trade mark,
such trade mark, so that he do not alter any one
or more of the particulars in such mark which
are declared by svetion 10 of the Act to be the
essentinl purticulars of a trade mark, and the

registrar shall, on puyment of the preseribed fee
snd compliance with the requisitions of the
resistrar as to the deposit of representations of

the trade mark as altered, alter the register
accordingly.

Strictly spenking an “old” trade mark, which does not
contain any of the essential particulars of a trade murk
under the ordinary definition in wsection 10, but is
registered under the specinl provision in that section ax to
such “old” trade murks, could, under this rnle, be entirely
altered, but it is submitted that the leave of the Court
would not he given to an alteration which affected the
distinctire points in any such “old™ trade mark. See note
on section 10 as to such “old ” trade marks,

36. Where due notice of an order of any Court Entry of

co . : rectification
rectilying the register has been given to the in register,
registrar, the registrar shall forthwith, upon a
copy of so much of the order as relates to such
rectification being left with the registrar, and
payment of the prescribed fee, rectify the register

in accordance with the order.
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TMR. Act 37. Whenever the register is rectified or altered
Bn;::&ﬁ- in any particular in respect to any trade mark,
g0, the registrar shall, if he thinks that such rectifi.
Publication cation or alteration should be made publie, at the
fi‘;fﬁzﬁm' expense of any person interested publish, by ad-
;'ég‘};ﬂf“ °f vertisement or otherwise, and in such manner ag
he thinks just, the circumstances attending the

rectification or alteration of the register.

Notice to 38. Any person may send, with the prescribed
registrar of . . . .
opposition in fee, notice to the registrar of his desire to oppose
Y TANEr the registration of any assignee or fransmittee,
or any alteration of the register. The registrar
ghall give to the applicant for such registration or
alteration the like notice, and may require security
for costs in like manner uas in the case of a notice
of opposition to the original registration of a
trede mark.
The registrar in such case may, if he think

fit, require the parties interested to submit their
claims to the Court.
See rules 14 & 44,

Alteration of 39, If the registered proprietor of a trade mark

i drﬂ?ts'ﬁesrz send to the registrar, together with the prescribed
fee, notice of an alteration in his addross, the
registrar shall alter the zegister accordingly.

Inspection of Register.

Inspoction 40, On such days and during such hours 48
register. . the registrar may from time to time defermins,
not being less than three hours on three soparate

days in & week, any person may, on paying the
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preserived fee, inspect the register of trade marks ; T.M.B. Aot
and any person may, on paying tho prescribed,  1°7"

foo, obtain an office copy of any entry in the Bl ?;. 40-

register.

41. The registrar when required for the pur- e
pose of any legal proceeding or other special
purpose to give a certificate as to any entry,
matter, or thing which he is authorised by this
Act, or any of theso rules to make or do, may,
on payment of the prescribed fee, give such cer-
{ificate, and shall specify on the face of it the

legal proceeding or other purpose for which such
certificato 1s granted.

Seo sec, 8 of the Act.

The certificate will prove itself under 8 & 9 Vic. ¢ 113,
& 1,

Application to the Court,

42, The Court for the purposes of this Act is Definition
hereby declared to be the Chiancery Division of Fou

Her Majesty’s High Court of Justice.

43. An application to the Court under the Act Application
and these rules may, subject to rules of court
under the Supreme Court of Judicature Act, 1875,
be made by motion or by application in chambers,
or in such other manner as the Court may direct.

44, 'Where the registrar refuses to comply with Submission
the claims of any persons until their rights have conflicting
been determined by the Court, the manner in
which the rights of such claimants may be sub-

mitted by the registrar, or, i1f the registrar so
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T.M.R. Act require, by the claimants; to the Court shall,

1870.  nless the Court otherwise order, be by a special

Bulz; i case ; and such specidl case shall be filed and

proceeded with in like manner as any other

special case submitted to the Court, or in such
ot er manner as the Court' may direct.

See section b of the Act.

It is submitted that the practice under this order asto
speelal eases will be in accordance with the practice under
13 & 14 Vict. c. 835, which is the Act under which special
cases were submitted to the Court of Chancery prior to

the Judicature Acts, and which is not repealed ; order 34 -

‘of schedule 1 of the last Judicature Act only being
‘applicable in cases where a writ is issued.

Setlementof 4D, The special case may be agreed to by the

special citse,

registrar,

Cutlers' Company.
Time for 46, The time within which the Cutlerd

delivery of

old Sheflield Company are in pursuance of the Act to deliver

marks.
to the registrar copies of all Sheflield corporate
marks in force at the time of such delivery shall
be the lst day of March 1876, or such later
day as the Lord Chancellor may fix.

Manner of 47. Subject to any other directions that may

delivery of
old Sheflictd be given by the registrar the mannsr in which

marks. such copies are to be delivered shall bo the:
sending to the registrar of copies as herein-after
defined of such marks, accompanied by a state
ment of the names, addresses, and callings of the

parties, or if they differ may be settled by thB ,

— e ———
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persons to whom such trade marks have been T.M.R. Act

. 1875,
assigned. Rules 47.

y ') . . » 1 51-
48, The time within which the Cutlers’ Com- -
tme for

1 4 ’ berd TR ¢ dﬂlivﬂ ﬂr
pany are to deliver to the registrar notice of an delivery of

~application to them for assigning any mark or muks.
device, with a copy of such mark or device, shall
be a8 soon as practicable after the date at ywhich
such company have determined on the mark or

device to be assigned.

49. The manner in which such notice and copy 32{‘.'12?{ ?}f;_
- shall be delivered to the registrar shall be the newshefficld

sending to the registrar a notice of the applica- ke
tion, accompanied by a statement comprising the

like particulars as a statement required to be
made by an applicant for the registration of a
trade mark by the registrar under the Act, so far

as such particulurs are known to the Cutlers’
Company.

50. The period before the expiration of which Period be-

_ . tween notice
such mark or deviee shall not be assigned by the toregistrar
Y [ . and assign-
Cutlers’ Company, shall be six weeks from the ment of ficw
. - - ] cine
date of sending the said notice to the registrar, marks.

51. The time within which notice of an ap- Ti:yc fui:_'

v . - . no H'.EE Ll.r
plication for the registration under the Act of a i:pphugttmn
. . o register
trade mark as belonging to any particular goods new trade

. marks to

or ¢lass of goods specified 1n scetion two of the Cutlers’

1 3 1 ¥ » COIIIPM}'.
Cutlers’ Company's Act, 1860, together with a

copy of the trade mark, is to be delivered fo the

Cutlers’ Company, shall be as soon as practicable
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T.M.E. Act after the receipt of the application by the regis-
1875, trar

Rules b51.
58, As to what articles are specified in sect. 2 of the

Cutlers’ Company Act, see note to section 9 of the Act.

DManner of > . « .
giving notice 52. The manner in which such notice is to be

aﬁf;ﬁifuf given shall be the sending to the Cutlers’ Com.

application. pany a copy of the official journal containing the
mark of which notice is required to be given,
with a note distinguishing such mark.

Timebe- . 53, ‘The period from the giving of such notice,

o Cutlers’  hefore the expiration of which the trade mark is
ompany

and regis-  not to ba registered, shall be six weeks from the

rade mark. date of sending such notice to the Cutlers’ Com-
pany.

Tinefor 54, The time within which notice of the assign-

assignment ment of any trade mark or device or the registra-

registration tion of any trade mark, is to be giyen to the
registrar or to the Cutlers’ Company (as the case
may be) shall be fourteen days after such assign-
~ ment or registration,
Mannerof 55, The manner in which such notice shall be
giving notice

of assign- givon shall be the sending a notice of such assign-
ment or '

registration ment or registration, with sufficient particulam
to identify the mark, or device, or trade mark,
to the registrar or Cutlers’ Company, as the case
may be. |

Description  §6. A copy of a trade mark for the purpose

of copies for

purpose of  Of these rules when sent by the Cutlers Company

Company. ghall be a drawing or representation of the trade
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mark, and, subject to any other directions that T.M.R. Aot
may be given by the registrar, shall be of & size Rnt::&.w
of not less than three inches square, and shall ™ gg

be upon foolscap paper of such size ay aforesaid.

Should not this rule run “ A copy of a Sheffield mark
& c-ﬂ ?
Declaration and Evidence.

67. In any case in which any person is re- Dispensing
quired under this Act fo make a declaration on Fation, evt.
behalf of himself, or of any body corporate, or denoe, Se.
any evidence is required to be produced to the
registrar, the registrar, if satisfied that from any
reasonable cause such person is unable to make
the declaration, or that such evidence may be
dispensed with, may, upon the production of
guch other declaration or evidence, and subject
to such terms as he may think fit, dispense with

any such declaration or evidence,

08. The declarations required by these rules Manner in
shall be made and subscribed in the United persons ba.

re whom

Kingdom under the authority of the Act of the declartion
fifth and sixth' years of the reign of King takon”
William the Fourth, chapter sixty-two, *to
“repeal an Act of the present session of Par-
“liament, intituled ‘An Act for the more

“¢ effectual abolition of oaths and affirmations
“¢taken and made in various departments of
““¢the State, and to substitute declarations in
“*lieu thereof, and for the more entire sup-

“ ¢ pression of voluntary and extra-judicial oaths

and affidavits,’ and to make other provisions

“for the sbolition of unnecessary oaths,” and

¢
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T'h}hl'}b Act may be made and subseribed bofore any justico
" of the peace, or any commissioner or other officer
Bules 58- . . :
go, authorised by law in any part of the United
Kinedom to administer an oath for the purpose
of any legal proceeding.
The declaration, when taken out of the United

Kingdom, shall

(«.) If amade in any part of Her Majesty's
dominions be made and subscribed before
some court, justice, or onicer anthoriged
by law in such part of Her Majesty's
dominions to administer an oath for the
purpose of a legal proceeding ; and,

(b.) If made out of Her Majesty’s domintons,
be made and subscribed before a British
consul, " vice-consul, or other consular

officer.,

Having regard to the forms of declarations given in
schedule 8, and to this rule it is submitted that the form
of declaration given in the schedule to § & 6 Will 1V.¢.
62 need not be followed, Sed quere.

NﬂtiCE of 3 ’ ' vy r v
e ey DY Any document purporting to have affixed,

taking decla- jmpressed, or subseribed thereto or thereon the

prove itself  geal or signature of any person heraby authorised .

to take such declaration, in testimony of such

declaration having been made and subscribed

before him, may he admitted by the registrar

without proof of the genuineness of any such

soal or signature, or of the oflicial character

of such person or his authority to take such
declaration.

60. If any person is, by reason of infancy,




!

TRADE MALKS, 119

lunacy, or other inability, incapable of making T.M.R. Aot
any declaration or doing anything required- or 1875,
permitted by the Act or these rules to be made Rulgal_ 60,
or done by such incapable person, then the lemﬁm'
guardian or committee, if any, of such incapable by infant,
person, or if there be none, any person appointed T
by any Court or judge possessing jurisdiction in

respect of the property of incapablg persons,

upon the petition of any person on behalf of such

incapable personpor of any other person interested

in the making such declaration or doing such

thing, may make such declaration, or a declara-

‘tion as nearly corresponding thercto as civcum-

stances permit, and do sueh thing in the name
and on behalf of such incapable person, and all
acts dono by such substitute shall for the purpose
of the Act and these rules le as effectual as if
done hy the person for whom he is substituted.

See alro Rule b7. ;

The side note, which is given as published Dy authority,
is somewhat inaccurate,

Comnuissioners of Patents, .

61. The registrar, in the exercise of his powers, Registrar

. . . subject to
duties, and diseretion under the Act and these Comui-

‘ . . Siﬂnﬁr'ﬁ "-I(‘
rules, shall be subject to the superintendence of Patents.
the Commissioners of Patents, and shall conform
m every case to any insbructions, directions,

orders, or rules (g@eneral or special) that may he

Issued, given, or made by such commissioners,

or any one of them; and he shall i all eases of
doubt he entitled to refer’ to the said connmis-
stoners, or any of them, for mstructions.
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T, lfll.s%.ﬁz&ot Notices,
Ruoles 62. 02 Applications, statements, notices, and docu-

65.  ments required by the Act or by these Rules

b wriong to be served or sent shall be in writing or print,

by poet, . or partly in writing and partly in print, and may

be delivered personally, or served and sent by

post, and if sent by post shall be deemed to have

been served and received respectively at the time

when the lefter containing the same would be

delivered in the ordinary course of post; and in

proving such service or sending if shall be suf.

ficient to prove that the letter confaining the

notice was prepaid and put into the post properly
addressed.

Upon sending an application, &o., by post, 8 memo.
randum should be made at the time of posting to facili-
tate proof of the faot.

glhmg 63. Any application, statement, notice, and

notices ~ document to be served or sent on or te the
registrar shall be deemed to be properly addressed
if addressed to the registrar of trade marks at his
office ; and if required to be served on or sent %0
the proprietor of any trade mark shall be deemed
to be properly addressed if addressed fo the

registered propriotor ab his registered address.

%ﬂu&m 64, These rules shall be construed as if they
were part of the Trade Marks Registration Act,
1875, which Act is in these Rules referred to 88
“the Aot.” '

Fornw 65. The forms in the third schedule to these
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rules or such other forms as the registrar may T.M.B, Act

direct may be used in all cases to which they are 1675.
1 Rule 65,
applicable.

We the Commissioners of Her Majesty’s
Treasury do bereby assent to the above
rules so far as they relate to fees.

Manon.
R, WinN.



Bules.
Sched, 1.

SCHEDULES.
FIRST SCHEDULE.

L

CLASSIFIOATION OF GooODs,

Tllustrations.

Note,—~Goods are men.
tioned in this column by
way of illustration, and
not as an exhaustive list
of the contents of a clam,

Class 1.
Chemical substancesused ~ Such as— o
in manufactures, pho- Acids, including

tography, or philoso- vegetable acids,
phical research. Alkalies.
Artists’ colours,
Pigments.
Mineral dyes.

Class 2.
Chemical substancesused Such_ 25—
for agricultural and  Artificial manure.

horticultural purposes. Sheep washes.

Class 3.

Chemieal substancesused Su?h 25—
in medicine and phar- Tinctures.
macy, Extracts.

Barks,

Patent medicines.
Cod-liver oil.
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Class 4, Rules.
R2ohed, 1.

Rawvegetableandanimal Such, g9—
substances wused in  Resins.
manufactures, Oils,

Dyes.

Tanning substanees,
Fibrous substances
(¢.g. cotton, hemp,
flax, jute),
Wool,

Silk,

Cork,

Seeds,

Glue.

Bone,

Sponge,

Class b.

Unwrought and partly Such as—
wrought metals used  Iron and steel, pig or

- in manufacture. cast.
ys Tough,

» bar and rail, in-
cluding rails
for railways.

»» Dolt and rod.

»» 8heets, and boiler
and armour
plates.

» hoops,

» Wire,

G2
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Rules,

Class b.— Continued.
Sched. 1,

Unwrought and partly  Tead, pig.

wrought metals used

In manufacture.

Class 6.

Machinery of all kinds,
and parts of machinery,
except  agricultural
machines and imple-

ments  included in
Class 7.

Class 7,

Agricultural and horti-
cultural  implements
and machines,

ys Tolled,

sy Sheet.
Copper.
Zing.

Such ag—

Steam engines.
Boilers.

Pneumaticmachines,
Hydraulic machines,
Locomotives,
Sewing machines,
Weighing machines,
Maching tools.
Mining machinery.
Fire engines,

Such as—
Ploughs.

Drilling machines.
Reaping machines.
Thrashing machines.
Drainage imple
ments.
Dairy implementa.
Garden implements.
Cyder presses.
Beehives,
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Class 8, ' Rules,

Philosophical instr. Sched. 1.
ments, instruments and

apparatus for useful
purposes, or for teach-

ing,

Class 9,
Musical instrumentsa.

Cluss 10,
Horological instruments,

Class 11,
Surgical instruments and
apparatus,
Class 12,
Cutlery and edge tools, Such ag-—
Knives.
Forks.
Scissors.
Shears.
Files.
Saws,
Corkscrews.
Tweezers,
Button-hooks.
Class 13,

Metal goods not included
in other classes.
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Rules, Class 14.
Sched. 1. @o0ds of precious metals Such as—
" (including aluminium,  Plate.

nickel, &c.), and jewel-  Clock cases.

lery, and imitations of  Pencil cases.

such goods and jewel-  Sheffield and other

lory. plated goods.

Gilt and ormolu

work.
Cluss 1b.

(lass. Such as—
Window and plate
glass.
Painted glass.

Glass mosaic,
Glass for optical

purposes.

COlass 16.

Porcelain and earthen- Such ag—
ware. China.
Stoncware.
Torra-cotta. |
Statuary porcelain.
Tiles.
Bricks.

Class 17,

Manufactures from mine- Such as—
ral and other sub- Cement.
stances for buildingor  Plaster.
deecoration, Imitation marble.




TRADE MARKS. 127

Class 18, Rules,
Engineering, architee- Such ag— fehed. 1.
tura, and building Diving apparatus,
contrivances, Warming apparatus.
Ventilating  appar-
atus,
Filtering apparatus,
Lighting contriv-
anees,
Drainage contriv-
ances,
Electric bells,
Class 19,

Arms and military stores, . Such as—
not included in Class  Cannon.
20. Small-arms.
Fowling-pieces.
Swords.
Shot and other pro-
jectiles,
Camp equipage,
Military equipments.
Military  accoutre-
ments.

Class 20,

Explosive substances. Such as—
Gunpowder,
Gun cotton.
Dynamite.
Fog-signals,
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Rules, lass 20.— Continued.
Sched, 1. C

Explosive substances.

TRADE MARKS.

Peroussion eaps.

Fireworks.
Cartridges,
Class 21.
Naval architectural con- Such ag—

trivances and naval Boats.

equipments, Anchors.
Chain cables.
Windlasses,
Rigging:
Logs.
Class 22,
Carriages. Such ag-—
Railway carriages.
Wagoons.
Railway trucks,
Velocipedes.
Class 23,
Cotton yarn and thread.
Cluass 24,
Cotton piece goods of all
kinds,
Class 25,

Cottongoodsnotincluded

in Classes 23, 24, or
38,



26 and 27,

Class 929,

Jute yarns and tissues,

and other articles made
of jute,

Class 30,

Silk, spun, thrown, or
sewing.

Class 31,
Silk piece goods,

Class 32.

Other silk goods not

included in classeg 30
and 31,

Class 33,

Woollen and worsted
yarns,

G 3

129

Rules.
Sched, 1,
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Sched. 1.

TRADE MARKS.

Class 34,
Woollen cloths and
worsted stuffs,

Class 35,

Woollen and worsted

goods not included in
classes 33 and 34,

Class 36.
Carpets, floor-cloth, and  Such as—
oil-cloth Drugeet,
Mats and matting,
Rugs.
Class 37,

Leather, and sking yn. Such as—

wrought and wrought, Saddlery,
and hair and feathors. Harness.

Portmanteaus,
Furs,

Bristles,
Haireloth.
Wigs.

Hair mattresses.
Class 38.

Articles of clothing. Such ag—-

Hats of all kinds.

Caps and bonnets.

Hosiery

Gloves,

Boots and shoes.

Other  ready-mado
clothing,
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Class 39.

Paper (except paper
hangings), stationery,
printing, and hook.
binding.

Class 40,

Goods manufactured
from india-rubber angd
guifa-percha not in-
cluded in other clusses,

Class 4],

Such ag—
Envelopes.

Scaling wax,

Pons (includingsteel
pens).

Ink.

Playing cards,

Blotting cases.

Furnitureandupholstary. Such ag—

Class 492,
Substances used as food.

Paper hangings.
Papier-maché.
Mirrors,

Japan goods.

Such ag-—

Cereals.

Pulses.

Oils,

Hops.

Malt.

Dried fruits,
Tea.

Spices.

131

Rules,
Sched. 1.
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Class 42,— Continued.
Substances used as food.

Class 43.

Sago.
Salt.
Starch.
Sugar.
Preserved meats.
Honey.
Confectionery.
Biscuits,

Oil cakes, &e.
Pickles,

Vinegar.

Fermented liquors and Such as—

spirits,

Class 44,

Mineral and aerated
waters,. natural and
artificial,

(Class 45.

Tobacco, whother mapuy-

factured or unmany.
factured.

Reer.

Cyder.
Wine.
Whisky.
Liqueurs,



TRADE MARKS,.

Class 46.

Seeds for agricultural

and horticultural pur-
poses.

Class 47,

Candles, Uluminating
olls, matches, and
common soap.

Class 48,

Porfumery (including
perfumed soap).

Class 49,
Toys.
Games of all kinds.
Archery,

Fishing tackle,

Class b0,

Miscellaneous, in-
-+ cluding—

(1.) Goods manu-
factured from
ivory, bone, wood,
not included in
other clagses,

(2.) Goods  manu-
factured  from

straw or grass,
not included in

other classes.

188

Rules,
Sched. 1,
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Rules, Class 50.—Conlinued.
Sohed. 1,2, (3.) Goods manu-
factured from
animal and vege-
table substances,
not included 1in
other classes.
(4.) Tobacco pipes.
(5.) Umbrellas.
(6.) All goods mnot
included in the
foregoing classes.

GENERAL NOTE.

Any wares made of mixed materials (for
example, of both cotton and silk) shall be in-
cluded in such one of the classes appropriated to
those materials as the registrar may decide.

L e L T T T e R e .

SECOND SCHEDTULE.

FEES,

The following fees shall be payable to the
registrar on or for the following occasions or
purposes :—

1. On application to register one trade £ s d.
mark for one or more articles in-
cluded in one class - - -1 00
2. On application to register more
than one trade mark for one or
more articles- included in one
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class, for each additional trade £ s (. Bules.

mark after thefirst - - -0 10 0 Sohed. 2
3. On application to register a trade

mark in respect of goods in diif-

ferent classes, for every class

after the first to which such

trade mark is extended, an ad-

ditional feoof - - - -0 2
4, For registration of one trade mark 1 0
5. Wherethesameperson is registered

at the same time for more than

one trade mark, for registration

of each additional mark after

thefirst - - - -«  -010 0
6. Where the same porson is regis-

tered at the same time for the

same trade mark in respect of

goods in different classes, for

the registration of one mark in

each class after the first, an

-

additional feeof - - -0 2 0
7. For entering notice of opposition 2 0 0
8. For registering subsequent pro-

priector - - - - <1 0 O
9. For altering address on the

register - -0 56 0

10. For every entry in the register
of a rectification thercof or an
alteration therein, not otherwise
charged - - - - 010 O
11, For continuance of mark at ex-
piration of fourteen years - -2 0 0
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?Iill:g: 5 g 12. Additional fee where fee is paid £ s d.
° o within three months after ex-
piration of fourteen years- -1 0 0
13. Additional fee for restoration of
trade mark when removed for
non-payment of fee - -2
14, For certificate -~ - - -1
15. For inspecting register, for every
quarter of an hour - - -010
16. For office copy of documents,
2d. per folio, but never lessthan 0 1 0
17. Settling a special case by registrar 2 0 0

Note.
If a copy of a trade mark is required for any
purpose, such copy shall be supplicd by or at
the expense of the applicant.

o O
o O

THIRD SCHEDULE.

Fory A.
FORM OF STATEMENT ON APPLICATION FOR IIEGIS-
TRATION OF ONE TRADE MARK,

“Hereinsert T # [ John Jones, of Moon Street, tn the city of

name, ad-

S{fﬁ‘:{;ﬂ? Birmingham, pharmaceutical chemist,] apply to
theappli-  be registered as proprietor of a trade markt
cant. , . .

Here insert [Deing a goat’s head and neck with a gold collar

Harioney  attached thereto], and which is represented in the

damde  paper annexed hereto.
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1 desire that the said trade mark may be regis- Bﬂéﬁﬂ-
tered in respect of the deseription of goods follow- Be ﬁd‘_a'
{Here insert

ing, contained in {Class I, that 1t <& lo say,i ggﬁiﬁrgm"
acids, tncluding vegetable acids, alkalies, ariisis’ f;;“éﬂ;‘j;‘”
colours, pigments, mineral dyes). under which

I have used the said trade mark in respect of cant desires

: have th
the said goods for [fen] years before the date of registered,

this statement. § $1kis para-
Ec omitted if
the trade

mark was
not used be-
“ The day of 187 . fore the 13th
ﬁg August
(Signed)  John JonesW |7

fHere insert
date.

1 Here
tnsert
signature.

Forx B.

ForM OF STATEMENT ON APPLICATION FOR RREGIS-
TRATION OF MORE THAN ONE TRADE MARK.

1,* {John Jones, of Moon Street, in ihe city of *Here insert
Birmingham, pharmacoutical chemist,] apply to drews, and

. . . calling of the
be regisiered as proprictor of the following trade applicant

marks, numbered from “1” to
The trade marks are described as follows ; that

1§ to say,
' t Here insert
...N' 0. 11s¥ in writing
and is represented on paper 1 annexed hereto,  description
. of trade
No. 2 15t mark.

and is represented on paper 2 annexed hereto
[and so forth).

I desire that the said irade marks may be

registered in respect of the deseriptions of goods
following ; that is to say,
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Rules, As to No. 1, in respect of the following goods

sohed. 3. ontained in class
{Here insert

description As to No, 2, in respect of the folowinge roods
of the%nods ’ P 58

and the class contained in class 1 [and so forth],

or classeg
under which
the applicant
desires to
have them

registered.  §I have used the trade marks mumbered [re-

%E;ﬁ b spective’y] and in respect of the goods
e

itehe s for which I desire them to bo registered for

notvaenre. years before the date of this statement

fore the 13th
of August

1875, IThe  day of 187 .
[l Here ingert

date. (Signed) Jokn Jones¥

5]' Here
insert

signature,

Fonx C,
ForM oF DECLARATION TO ACCOMPANY STATEMENT

ON APPLICATION FOR REGISTRATION

OF ONE TRADE MAREK.

I A.B. of

do hereby solemnly and sincerely declare, to tho

best of my knowledge and belief, as follows :—
(1.) Tho statement signed by me and dated the
day of , and marked with
the letter “A,” and shown to me at the

time of making this declaration is true:
(2.) The description of the trade mark in such
statement is a true description of the
trade mark for tho registration of which

I apply:
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(3.) I am lawfully entitled to the use of the Rules.
trade mark of which the said description Hohed. 3.
18 a true description.
Signed 4.5,
Declared before me
Nore.—The above Form will require to be
altered so as fo suit an application for the regis-
tration of more than one trade muwrk.

Forx D.

Fory oF AssiGNMENT oF TRADE MARE.

Trade mark, class * *Here enter
e ot ey
Place of business ::ftﬁgﬂ

I+ A.B. of in the county of ¢ Alter ns
being registered proprietor of the trade there be * !
mark above particularly described, in consideration g:ferig? "
of pounds paid to me by E.F., carrying *
on business at in the county of

under the firm of F. & Co., hereby assign the said
trade mark to the said £ F., together with the
goodwill of the business concerned in the goods
with respect to which the trade mark is registered.

In witness whereof I have herocunto subscribed

1y name and affixed my seal, this day
of 18 .
' (Signed)

Exccuted by the above-named A4.B,,

in the presence of
[tnsert description and place of residence)
Execcuted by the above-named £.F.,

in the presence of
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Rules.
8ched, 3.

Forym E.

DECLARATION BY TRANSMITTEE APPLYING TO BE
REGISTERED AS I’ROPRIETOR.

*Here enter Trade mark, class , No. *

number or

other meuns .

of identufy- Name of owner
Iing trade

mark in

register. Firm

Place of business

t Alter (1.) I, +the undersigned 4.5, of in the

accordingly,
if more than
one person
makes the
declaration.

Storqing  county of | , } carrying on business

ooums - af in the county of ,
declare as follows :

I declare that A.B., the registered proprietor

of the trade mark above described } [died

at in the county of y
having first made his will, dated the

day of whereby he appointed me
executor and I proved [or confirmed] his
said will on the day of ’
in the Court of ], or [died at

in the county of on the

day of , intestate, and letters of

administration of his estate and effects
[eontirmation as executor of the said
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was| on the day of duly Rules.
eranted to me by the Court of }: Bched. 3.

I declare, that [the estate of] C.D., the
registered proprietor of the trade mark

above deseribed, was, on the .
dﬂy of duly§ [adjudged 2 bank- § Alter

according to

rupt] [sequestrated], and that I was on the circum-
day of appointed trusteec

of the [sequestrated] estate of the said

C.D.,,and I am by law entitled to be

registered as proprietor of the said trade

mark in place of the said C.D. :

Or,
I declare, that on the day of

I inter-married with, and am now the
husband of C.D., the registered proprictor
of the trade mark above described ; and
*I declare that on such marringe the 20%.
interest of the said C.D. in the said trade grevne
mark and in the goodwill of the business
concerned in the goods with respect to
which the trade mark is registered became
by law vested in me, and that 1 am
entitled to be registered. as owner of the
said trade murk in place of the said C.D.,
and I declare that C.D. is the person
referred to in the annexed certificate.

(2.) I am lawfully entitled to the goodwill t 1 the de-

cinrant s

of the business concerned in the goods with cntitled only
to sume share
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Rules,  respeet to which the frade mark so transmifted

;B:gidgai , o me 15 registered.
will, the And I make this solemn declaration belicving

hnre must
be specified. the same to be true.

(Signed)
Dated af the
day of 138
Made and aubscmbed by the above-named
A.B. in the presence of me,
(Signed)
Name of registrar {or justice of

the peace acting in and for
or, &c.]
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Note.—~The following abbreviations have been employed : T. M.
and t. m,, for trade mark; M, M. A., for Merchandige

Marks Act, 1862 ; and T. M. R, A,, for Trade Marks Regis-
tration Act, 1870. _

ABANDONMENT,

L.oss of right by, 15.
Test of, 16.

ACCOUNT,

Agent, defendant treated as plaintiff’s, for purposes of, 29,
Common law action of, 29 note ().
Equity, how far peculiar to, 29.
Innocent infringer, against, 30,
Laches of plaintiff upon, effect of, 29.
Limitation of, as to time, 29, 81.
aa tglproﬁts properly attributable to use of t. m,,
Misconduct of plaintiff upon right to, effect of, 29,
Several owners, can be obtained by, 29,
Waiver of, when usual, 30,

ACQUIESCENCE,

Losa of right by, &c., 15.
Injunction obtained, in cases where, 15.

ACQUISITION OF T. M, b.
Dealing with t. m. after, 13,

ACTION,

Account at common law, of, 29,

Common law, fraud essential in, 26,

Court, to which division of, to be assigned, 25.
Forgery of t. m., by person aggrieved by, 67, 68.
Penalties, for recovery of, 60—G64.

T. M. R. A, effect of upon, 72---76.

Trial of right, when considered as brought for, 2, 26.
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ADDITIONS TO T, M.
When to be deemed forgery, 51.

ADDRESS,

Alteration of, 112,

Service at registered address to be good, 120.
Statement of, on application for registry, 41, 97.

ADYANTAGES OF REGISTERING, 36.

ADVERTISEMENT,

Injunction against copying, effect of T. M. R. A. upon, 73.

ADVERTISEMENT UNDER T. M. R. A,

Of alteration of register, 112,
applicatica for registry, 100,
Date of user, to be distinguished in, 0.
T. m,, of, when wmeans to be furnished for, Id.
Rectification of register, of, 112,

ALIENS,

Rights same as British subjects, 1.
Included in definition of person in M. M. A., 43.

ALTERATION OF REGISTER, 111,112, See RECTIFICATION

Address of proprietor, as to, 112,
Advertisement of, 112,
Non-essential parts of t. m., as to, 111.
Opposition to, 112,

APPLICATION FOR REGISTRY,

Acknowledgment of, by registrar, 100.
Addressed, how to be, 96.
Advertisement of, 100,

Assignee, by, See ASSIGNEE.
Company, by, 99.

Corporation, by, 99.

Date of, to be date of Registry, 104,
Declaration on, 99.

Documents be sent in on, 96,

Grounds of, when to be stated, 101,

One for registration of different t. m.s or in different classes,
96,

Opposition to. See OPPOSITION.
Partnership by, 39,
. Proceedings on, by first proprietor, 39-—42, 96-101,
subsequent, 104-108.
Ropresentation of t. m. to be furnished on, 98.
Statement on, contents of, 97.

Transmittee, by, Sce TRANSMITTER,
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APPLICATION TO THE COURT UNDER T. M. B. A,
AND RULES, Sce RECTIFICATION OF IREGISTER.

To what Court to be made, 113,
How to be made, 113.

For removal of & m. when no business in goods, 110.

ASSET,
t. m., right to, a partnership, 14.

ASSIGNEE OF REGISTERED T. M,

Declaration by, 105, 108.
Evidence to be produced by on application for registration,
105,
Of joint owners, 108,
Production of assigument by, 105.
ASSIGNMENT,

Condition of valid, 14.
Sheffield corpaorate mark, of, 87.

ASSIGNMENT OF REGISTERED T. M.

Deed, to be by, 105,
Torm of, 105, 139.
Goodwill, to be in connection with, 77,
By operation of law, evidence of, 106.
Verification of, 108.
BANKRUPTCY OF REGISTERED PROPRIETOR, 106.

Evidence of, what to be produced by transmittee, 108,
CERTIFICATE OF BREGISTRAR,

Evideuce by, 88,
When ziven, 113.
Purpose for which given to be specified, 113.

CHANGE,

Iv meaning from lapse of time in trade names, &c.. 14,
word ¢ patent,” 5o,

CHEATING,

Commeon law principles as to, 2.
In connection with t. m., 47, 48,

CLAIM,

Duty of registrar in case of disputed, 102, 112.
Iv
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CLASSIFICATION OF GOODS, 95, 122,
Determination of doubt as to, 95,

COMMISSIONERS OF PATENTS,

Copyright of Designs Acts, transfer of rights and duties
under, to, 45.

" Register to be established under superintendence of, 72.
Registrar to be subject to superintendence of, 120,
Restoration of t. m, after lapse of 14 years and 3 months by,

110, :

COMPANY,
Application for registration by, 99.

COMPROMISE,
Of indictment under M., M. A., 50,

CONSIGNEES,
Of goods improperly marked, 54.

CONSTRUCTION OF RULES, 120,
CONTINUANCE
T, M. on register, of, 109, 110,

CONTRACT
implied by selling with t. m, on article sold, G4.

CONVICTION UNDER M. M. A,,
Effect on civil rights and remedies, 58.

COPYRIGHT, false indication of existing, b5.

COPYRIGHT OF DESIGNS,

Marks of, when included in definition of t. m., 44,

Statutes in force as to, 45,
Commissioners of patents, powers and duties of, as to, 45.

CORPORATION,
Application for registry by, 99.
COSTS,
Discretion of Court, in, 34,
Conduct of parties bearing upon, 34,
Fraudulent trade when both parties engaged in, 35.
Penalty, in action for, plaintiff’s, 63, defendant’s, 69.
Security for
when defendant may require, 69,

when registrar may require in cases of opposition,
101, 112.

COUNTERFEITING T. M. Se¢ Forcery or T, M,
What to be deemed, 51,
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COURT,

Application to, under T. M. R. A, 113
Discretion of, as to costs, 34.
Definition of, in M. M. A., 44.
in T\ M. R. A,, 88, 113,
Jurisdiction of, as to rectification of register, 79.
Power of, under M. M. A. to destroy chattels, &c., 46, 49,
66.
to grant and enforce injunction, 66.
to n;ake order for inspection of manufactory, &e.,
6/, :

Submission of conflicting claims to, 113.

CRIMINAL PROCEEDINGS. Sec gencrally, ML M. A., 43.
Cheating at commnon Iaw, for, 2, 47, 48,
Cowmpromise of, 50,
Concurrent with civil remedy, when, 58,
T. M. R. A., does not affect, 74, §9.

CUTLERS' COMPANY,

Acts, list of, §7.

Application of T. M. R, A. to, 86.

Application to company or registrar in respect of marks to
coods specified in Cutlers’ Company Act, 1860, procecd-
ings upou, 84, 85, 114—116.

Assivnment of mark by, when to be refused, 86.

Owners of marks assigmed by, registration of, 86.

M. M., A. effect of, upon rights and privileges of, 70.

Registration of ¢ m., like mark assitned by, when to he
refused, 89.

T. M. R. A. effect of, upon rights and privileges, 86, 87.

DAMAGES,

Assessment, principles of, 27.

Classes of substantial, direct, by loss of sale of particular
goods, 2, 25; indirect, in reputation by inferiority of
spurious goods, 2, 28,

Nominal, 2, 20.

Equitable jurisdiction under 21 & 22 Vic. ¢, 27...27.

Onus of proof of, 27.
Patent cases, distinction between t. m. and, as to, 29,

Recovery of, by persons aggrieved by forgery of t. m., 68.
DEATH OF REGISTERED PROPRIETOR,

Evidence of, what to be produced by transmittee, 106.
Title on, who recognised as having, 106, 108,

DEDT,
Action of, for recovery of penalties, 61.

I 2
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DECLARATION,

Applicant for registry in first instance, by, 96, 99,
Assignee, by, 105, 108,

Company, on behalf of, 99,
Dispensed with, in what cases, 117.
IForms of, 138, 140,

Incapable persons, on behalf of, 119,
Infants, on behalf of, 2bid.

Lunatics, on behalf of, ibid.

Pruof of, by seal of officer, 118.
Taken, before whom to be, 117.
Transmittee, by, 105, 108,

DEFENCE,
Usnual points of, 38.
DEFINITION,
In M. M. A, of court, 44.
mark, 44.

misdemeanor, 44,

person, 43,

trade mark, 44,
In T. M. R, A. of court, 85, 113.

official paper, 100.
t. m, for purposes of act, 87, 90.
DELAY,

Defence of, 38.
Evidence, for the purpose of collecting, 33.
Injunction, right to, when not affected by, 33.

DESCRIPTION,

t. m. of in indictments, &c., under M. M. A., 57.
Warranty of, as to number, &c., of articles, 6.

DESIGNS REGISTERED,

Acts in force relating to, 45.
Marks, &e. of, when included in definition of t, m., 44.

DESTRUCTION OF ARTICLES, &c, FORFEITED
UNDER M. M, A. 46, 50.

DIRNCTIONS FOR OBTAINING REGISTRATION, 39.

DISABIL!'TY,—DECLARATION ON BEHALF OF
PERSONS UNDER, 119,

DISCOVERY, ENFORCED,

Effect of, on criminal proceedings, §8.
Disparagement of property, no injunction for, 3.
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ENTRY IN REGISTER,

Certificate of registrar as to, 113,
Copies of, how obtained, 112,
Rectification of register, of, 111.
Registration of first proprietor, of, 104,

EVIDENCE, See ApPLICATION FOR REGISTRY, ASRIGNEE,
TRANSMIPIEE, &c.

Admissible, what in crimiual proceedings not to be, 58.
Certificate of registrar, by, 83.

Collection of, delay for the purpose of, 33.

Dispensing with, when registrar has power of, 117.
Exemption from giving, what not to be ground of, 58,
Refusal to give, general maxim as to, 59.

Registration, how far evidence of title, 77, 78.

EX TURPI CAUSA NON ORITUR ACTIO, 7, 82.
EXCLUSIVE USE,

Registration when evidence of title to, 77, 78.
Meaning of phrase, 78, 108,

FALSE PRETENCES, OBTAINING MONLY UNDIR,

Principles, general, as to, 2.
In connection with t. m., 47, 48.

FEES, 95, 134.

Account of, specimen of, 7.
Payment, &e., of, on application, 96.
Treasury, assent of, to bo obtained for rules as to, 82,

FIGURE, MEANING OF WORD, IN T. M. R. A,, 8.

FORFEITURE UNDER M. M. A,

Cases, wrappers, &c., improperly marked, of, 49.

Chattels iinproperly marked, of, 46.

Chattels t¢ which improper mark has been made to apply.
49,

Court, power of, to deal with forfeited articles, 46, 50,

Instruments for making marks, of, 46, 49.

FORGERY OF T. M,

Additions, &e., to t. m., when to be deemed, 51,
Misdemeanor, in what cases a, 45, 48.
Yorgery at common law does not include, 47.

H 9
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FORMS,

Assignment of t. m., 139,

Declaration on application for registry, 138.
Declaration by transmittee, 140,

Statement on application for registration of one t. m,, 13b.
of more than one ¢. m., 137.
What to be used, 120.

FRAUD,

Defence, that plaintiff has been guilty of, 7.
Intent to defraud, how alleged and proved under M. M. A., 59.

GOODWILL,

Assignment of, 103.

Connection of right to t. m. with, 13, 77, 105.
Determinable with, right to registered t. m., 76.
Determination of, no test as to, 77,

HALL MARK,
Cheating by false representations as to, 48.

HIS,
Meaning of word as used in t. m. cases, 3.

HOPS,
Statutes as to marking, 65.

IGNORANCE OF PERSON INFRINGING,

Defence not valid, 11, why, 13.
Remedy over, in what cases a ground for, 13. Note (a).

IMITATION OF T, M. See SIMILARITY.
Forgery, when' to be deemed, 51.
INDICATION,
Existing patent or privilege of, 54, 56.
False, as to aumber, quantity, &c., of goods, a8 to place and

mode of manufacture, &c., 54, 57.
Penalty for false, 54, 56,

Warranty by vendor of articles marked with, 65.

INDICTMENT UNDER M, M. A.

Description of t, m. in, §9. _
Intent to defraud, how alleged and proved in, sb.

INFANT,
Declaration, &c., on behalf of, 119.
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INFORMATION Af TO PERSON FROM WHOM
ARTICLES IMPROPERLY MARKED WERE OB.
TAINED,

Demand of, to be in writing, &e., 53.

Liability to give, to whom attached, b,

Order for, how obtained and enforced, 4.
Particulars, what must be given, .

Refusal of, to what extent and of what evidence, 1,

INFRINGEMENT,

Condition precedent to action, when a, 72—76.
Consists, 1n what it, 17.
Instances of, 17,
Institution of proceedings to prevent, 72.
Mode of, bearing upon damages, 20,
Name, by use of defendant’s own,

difticulty of establishing, 21,

fraud, cases of, 23.

injunction, caution of Court in framing, 23.
Proof of,

identical, where mark used is, 18.
sitnilarity, in cases of, 18.
INFRINGER,

Account, Se¢ ACCOUNT.
Ignorance no defence, 11, why, 13,
Innocent, course to be pursued by, 34, 54,

Niune, cases affecting the right to use own, 21.—24,
Objects of, twofold, 19,

Remedy over for innocent, 18, Note (a).
INJUNCTION,

Acquiescence, 10.

Equity, formerly appropriate to, 20,

Forms, 27.

Granting, caution exercised by Court in, 23, 24.
Instances of, 10.

Legal right, cases im which plajntiff formerly first put to
establish, 26,

M. M. A., under, when granted, 66, 68 ; how enforced, 66

Registration, when s condition precedent to institution of
proceedings for, 72, 70,

INSPECTION OF,

Defendant’s manufactory, &e., 67.
Register, 112,

INSTITUTION OF PROCEEDINGS,
Registration when a condition precedent to, 72—76.
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INSTRUMENTS FOR MARKING, &c.
Forfeiture of, 46, 49.
Inspection of, 67.

INTENT

To defraud, how to be alleged and proved in proceedings
under M, M. A, 59.

INTRODUCTION,
Object and plan of, 1.

ISSUE,
When directed on application for rectification of register, 80.
LAW O T, M.'S,

Alteration by Act of 1875, as to public user, 7.
a3 to abandonment, 16.
Principle as to representations, does not depend wsolely
upon, 11.

LIBEL,

Gives no right to injunction, 3.
LIMITATION,

Of actions, prosecutions, &c., under M. M. A, 64.
LUNATICS,

Declarations, &e., on behalf, 119,
MANUFACTURL,

Falsely indicating place of, 54—57.
Warranty of vendor as to, 65.
Inspection of defendants’, 67.

MARK,

Meaning of word in M. M. A,, 44,
Shettield.  See Curners' Co,

MARRIAGE OF REGISTERED PROPRIETOR. Sc
T RANSMITTEE.

T'ransmission of right to t, m. on, 106,

MAXTM,

Fix turpi causi non oritur actio, application of, 782.
Nuemo tenetur seipsum prodere, 59,

MEASULRL,

I'alse fiddications of, 54-—57.
Warranty of vendor as to, 65.
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MISDEMEANOR AT COMMON LAW,
Lividence, what not admissible ag to, 58,

Application of true ¢, m, to wron
Civil rights, how affected by provisions ag to, 58
Yividence, what not admissible to prove, 0.
Forfeiture in consequence of, 45, 48,

Forgery of t, m. &e. y 0,

Limitation of broceedings to procure convietion for, 18,
Punishment of, 60,

g wrapper, &c., tb,

MISREPRESENTATI ONS,

Law as to, apart from questions of t, m., 2.

“ Patent,” by use of word, 8,
T. M. in, 7.

NAME,

Painting artist’s, on picture not by him,
mon law, 47.

Rogistration of, as t. m., 87, 89,
T. M., use of name a8, drawbacks attending, 89,

NOTICE,

Address of, 120.

Cutlers’ Co,, affecting. See CurLERS’ Co,

Expiration of 14 years from registration aa to, 109,
Opposition, of, to firgt registration, 101,
to subsequent registration

of register, 112,
Registration, of, 104,

Service of, 120,

not forgery at com.

or alteration, &e.,

NUMBER,

False indications as to, 5457,
Warranty of vendor as to, G.
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OFFENCES UNDER M. M. A. NOT DECLARED MIS-
DEMEANORS,

Civil rights and remedies not to be affected by provisions as
fo, H8.

Fa.ls:: indications of quantity, &e., 54—57.

Intent, how to be alleged and proved, 59,

Refusal to give information, 5.

Selling, &c., articles improperly marked with true or false
t. m., 50,

OFFICIAL PAPER,

Advertisement of application for registry in, 100.
Definition of, 100.

OPPOSITION, PROCEEDINGS FOR,

Alteration of register, as to, 112,

Rectification of register, as to, 112,

Registration of first proprietor, as to, 101,
Registration of subsequent proprietor, as to, 112,
Security for costs of, when registrar may require, 101.

ORIGINAIL,
Use of word, when protected, 17.
OWNER. See also PROPRIRTOR,

Joint ownors, title of, 108.

Separate owners, registration of, 108,
OWNERS, SEPARATE,

account enforced by, 31.

proceedings, institution of, by, 15.
PARTICULARS OF T\ M.

Essential for registration, 89,
Question ns to essential, apart from registration un-
important, 9.

PARTNERSHIP,

T. M., right to, an asset of, 14.
Registration, application for, by, 30,

PATENT,

Deception caused by improper use of word, 8.
Expiration of, use of t. m. containing word patent after, 9, bo.
Talse indications of existing, 5457,

PENALTY,

Accounted for, how to be, 63,
Awmount of, how determined, 61,
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PENALTY—continuned.

Costs of action for recovery of, plaintiff’s, 63, defendant’s, 69.
For marking numbers, quantities, &c., of articles falsely, 54.
For refusing information as to source whence goods im-
properly marked were obtained, 52.
For selling articles with false or forged trade marks, §0.
Intent to defraud in action for recovery of, under M. M. A.
how to be allezed and proved, 59,
J udgment for, how enforced, 63.
Recovery of, by action, 60.
by summary proceedings, 61, 62,
Sccurity when required from person suing for recovery of, 69.
To whom to be paid, 63,

PERSON,
Meaning of word in M. M. A,, 43,

PLEADING UNDER M. M. A.
Allegation of intent to defraud in, 59,
Description of t. m. in, 5.

PREVENTION OF INFRINGEMENT,
Meaning of phrase, 74,
PRINCIPLE,

General principle upon which trade mark law is founded, 1.

PRIVILEGE,
False indication of existing, H5.

PRODUCTION, PLACE OF

Falsely indieating, 54-—56.
Warranty of vendor as to, 65.

PROFITS,

Account of, See ACCOUNT, .
Measure of damages, not trustworthy as, 28.

PROPERTY,
Trade mark, sense of word applied to, 12.

PROPRILETOR, Sec also ASSIGNEE, TRANSMITTEE,
Address of, to be entered on register, 104,
Alteration of address of, 112,
Joint proprietors, 108, 109,
Scparate proprietors, 15, 31, 108,
Title acquired upon registration of first, 77, offsubsequent, 79.

PUBLIC USER, EXCLUSIVE,
Acquisition of t. m., condition of valid, J.
Intention of, insufficient, 7.

T. M. R. A. effect of, as to, 76.
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PURCHASER, :
Contract by vendor of goods with, as to marks, 64, deserip-
tion, 65.
Forgery of ¢, m., when aggrieved by, remedy of, 67.
QUANTITY,

Marking false indications of, §4—56,
Warranty as to, 65,

RECTIFICATION OF REGISTER,
Advertisement of, 112.
Application for, when, and by whom to be made, 79.
Entry of, 111.
Notice of order for, to be given to registrar, §0.

REGISTER,
Alteration, See ALTERATION OF REGISTEB.
Continuance of t. m, on, 109, 110,
Copies of entries in, how obtained, 113.
Entries to be made in, on registration, 104.
Establishment of, 72,

Inspection of, 112,
Rectification of register. See RECTIFICATION OF REGISTER.

Removal of t. m. from, after 14 years, 109, 110.
Trusts, notice of, not to be entered on, 104,

REGISTRAR,
Acknowledgment of application by, 100.
Determination of doubt as to class by, 95.
Duty of, where claim disputed, 102,
Notices to be given by. See NOTICE,
Power of, as to submission of conilicting claimns to court,
80, 102, 113.
to continue t. m. on register notwithstanding
expiration of 14 years, 110.
Scttlement of special case by, 114.
Subject to Commissioners of Patents, 119,

REGISTRATION, REGISTRY

Advantages of, 35,

Application for. Sce APPLICATION FOR REGISTRATION.

Assirnee, of. See ASSIGNEE.

Classes, to be in particular class or, 76.

Condition precedent to institution of proceedings, how far,
72—76.

Date of, 104.

Diifferent ¢. m's., of, or of t. m. in different classes, 90,

Directions for obtaining, 39,

Duration of valid, 109, 110.

Evidence of title, how far, 77.
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REGISTRATION, REGISTRY-—continued,

Exclusive use, right to, upon, 77.

(Goods, as to particular, 76,

Goods specified in Cutler’s Company’s Act, 1860, applicable
to, 85.

Identical or similar with others, when prohibited as to t. m.,
103.

Inconsistent, cases of, 78.

Notice of, to be sent to applicant, 104,

Oftice for, establishment of, 82.

Opposition to, 101.

Publie user, when equivalent to, 76.

wectification of, Sce RECTIPICATION OF REGISTER,

Restrictions on., See RESTRICTIONS ON REGISTRATION,

Subsequent proprietors, of. See ASSIGNEE, T1ANSMITTEE.

Separate owners, of, 108,

Sheflield corporate marks, by owners of, S6.

Time of, 102,

Transmittee, by, Se¢ TRANSMITTEE,

REMEDIES, 25.

See also Account, criminal proccedings, forgery of t. m,,
damages, injunction, specific relief, &c.

REMEDY OVER OF INNOCENT INFRINGER, 18, note (a).

REMOVAL OF T. M. FROM REGISTER,
After 14 years, 109, 110,
dffect of, during first five years, 110,
When ne business in goods, 110,
REPRESENTATION OF T. M. TO BE SENT IN ON
Alteration of t. m., 111.
Application for registry, 98.

REPRESENTATIONS,

Express or circumstantial affirmation by, 4.
Law as to, apart from questions of t. m., 2,
Lawfully wade, in what way may be, 5.

REPRESENTATIVE,
Title of legal personal, of deceased proprietor, 106.
See also TRANSMITIEE.

RESTRICTIONS ON REGISTRATION,

Genera] 81, 103.

Where same or similar mark has been assicned by Cutler’s
Co., 58.

) I
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RULES. UNDERT. M. R, A,

Arrangement and contents, 90.
Construction of, 120,

Power to Liord Chancellor to make, &c., 82,
When to be laid before Parliament, 83.

SCHEDULE,

1. Classes of goods, 122,
2. Fees, 134,
3. Forms, 136.

SCANDALOUS DESIGNS NOT TO BE REGISTERED, 81.

SEAL OF OIFFICER TAKING DECLARATION TO
PROVE ITSELY, 118,

SECURITY FOLR

Costs of opposition, effeet of not giving, 101, 112,
Defendant’s costs, when defendant may require, 69.

SELECTION OF T. M.,

Conditions of valid ; exclusive public user, 5.
misrepresentation t. m. not to contain, 7.
Suggestions as to, 306.
SERVICLE
Of notices, &c., 120,
SHEFFIELD MARKS. See Currens’ Co.
SIMILARITY,
Comparison of marks by, 19, 21.
Name of, arising from dissimilar t. m., 21,
Objects of infringer, boaring of, upon, 19,

Points of great, may be not likely to mislead, 19,
Proof of, 18,

SPECIAL CASKE,

How settled, 114.
When submission to court of conflicting claimsto be by, 113.

STATEMENT, See DECLARATION,

Application for registration, to be sent in on, 96,contents of,97.

Form of, on application for reytstration of one trademark,136,
of several ¢. m.s., 137,

On transmission, 106.

Paper, to be on what, 98.

Requisites of, 98.

Verification of, 99,

Warranty of, as to quantity, number, &o., of articles sold, 65.
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STATUTES,

48 Geo. 3, ¢, 134, 65.

54 Geo, 3, c. 192, 6F.

59 Geo. 8, ¢, 7, 70,

6 & 6 Vie. ¢, 62, 117.

11 & 12 Vie, c. 43, 62,

21 & 22 Vic, ¢, 42, 26,

23 Vie, ¢ 43, 70,

23 Vie, c. 43, (Cutlers’ Co. Act, 1860), 85, 87, 115.
24 & 25 Vie. c. 98, 47,

25 & 26 Vic. . 42, 26,

29 Vic, ¢. 387, 65, 70.

32 & 33 Vic. c. 62, 62, 63.

33 & 34 Vic. c. b8, 47.

33 & 84 Vic. ¢, 93 (Copyright of Designs Act, 1875), 44, 45.
38 & 39 Vi, c. 93, 40.

SUBMISSION TO COURT OF RIGHTS OF CLAIMANTS,

How to be made, 113,
When registrar may require, 80, 102, 113,

SUBSEQUENT PROPRIETORS, 104-108,
See ASSIGNEE, TRANSMITTEE,

SUSPENSION OF CIVII,. REMEDIES WHERE
CRIMINAL PROCEEDINGS POSSIBLL,

Misdemeanor, none in cases of, {8.

TIME,
Continuance of t. m, on register, 199, 110,
Counter statement to opposition, 101,
Notices between Cutlers’ Co. and revistrar. See CuTLERS’ Co,
Sccurity for costs of opposition, 101,
Registration, 102,

TITLY. See PROPRIETOR,
Short, of M, M., A., 70, of T\, M. R, A., 90.

TITLE,

Acts, of, M. M, A,, 70, T, M. R, A,, 90.

First proprietor of, 77,

Joint proprietors, in case of, who recognised as having, 109,
Subsequent proprietor of, 79,
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TRANSMISSION OF REGISTERED T. M,

Bankruptcy, by, 1086.

Death, by, 106,

Evidence of, 1086.

Good will, to be in connexion with, 76.
Marriage, 106.

Operation of Iaw, 106,

Statement of, 106,

TRANSMITTEE OF REGISTERED T. M.,

Application for registration by, 103.
Assigmment by, 106.

Declaration by, 103, 108.

Evidence to be produced by, 106.
Title of, 100.

TRUSTS,
Not to be noticed on register, 104.

USE,

Public, when registration equivalent to, 76.
Exclusive, how far registered proprietor entitled to, 77-79,
108.

WARRANTY,
Of t. m. by person selling article marked, 64.

WEIGHT,

Markinge false indications of, 54-50.
Warranty as to, 65.

WITNESS,

Refusal to give evidence, what no ground for, 58,
Privilege of, general principle as to, §9.
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