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PREFACL.

L T

Tur prineipal objeet of this work is to afford a practical
treatise on a branch of law of continually increasing import-
ance, and every cffort has been made to adapt it for the
use of the practitioner engaged in actual business, It will,
the authors believe, be none the less serviceable to him,
because 16 aims at taking a scientific view of the whole
subject ; and they hope that most of it will be understood
by the beginner without difficulty, although there are parts
relating to details of practice which are intended rather foy
the information of the practitioner than for the instruction
of the student.

The English law of trade-marks is the parent of the law
of Scotland and the United States. References have been
made to American cases which furnish useful deductions or
good illustrations. The purely Scotch cases are so very
few that it has been thought well to note them in

Chapter VIIL for the convenience of the Scoteh prac-
titioner.



V. PREFACK,

The same Chapter contains an account of the various
laws under which protection may be obtained abroad for
traude-marks belonging to persons who carry on husiness in
the United Kingdom. The actual text of these laws will
generally bo found in the Appendix.  In this put of the
work much assistance has been derived from the 'Reports
on the forcign law of trade-marks issued from the Foreign
Office. (Parl. Pup. 1872, C. 596 and 633.)

The Notes contain all the important cases published
before March 1873.

LincoiN's INN,
Feb, 16873,
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A TREATISE

ON THNX

LAW OF TRADE-MARKS AND
TRADE-NAMES.

CHAPTER I

DEFINITION AND NATURE OF A TRADI-MARK.

ExactLy to mark out by concise definition the space
to be occupied by a treatise on a single branch of law 18
at all times difficult, and sometimes impossible. The
entive field of law is, in fact, continuous, and any boun-
daries which are traced must therefore be to some
extent arbitrary. This is especially true where, as in
the case of Trade-Marks, the law has been gradually
developed by a course of judicial decisions, giving
authoritative sanction to practices current in the mercan-
tile world.

A trade-mark may be said roughly to be any name or
device adopted by a person to designate goods to be
of his manufacture or to be his goods; but this is only
a rough definition, as the name of a magazine (a), or

the name and colour of an omnibus {b), are species of

trade-marks.

In order to obtain a clear view of the law relating to
trade-marks, 1t 18 necessary, first, to consider the pur-

(@) Hogg v. Kirby, 8 Ves, 215 ; Maxwell v. Hogg, L. R.2 C, A. 307.
(b) Knott v. Morgan, 2 Keen, 213,

Chap. L
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posos for which they are in faect employed in the mercan-
tilo world, and then to detornine the place which the law
regulating the vight to use them occupies in the genoral
systom of jurisprudence.

Trade-marks wore probably in the first instanco adopted
as merks of origin ; that is, in order to inform the public
that the goods so marked were the work of ‘a particular
maker. But this is not the only funetion which they now
discharge ; and at present a trade-mark may signify no more
than this, that the article to which it is affixed has passed
into the market through the hands of the person entitled
to use the mark, and finnlly may come to be regarded by
the public a8 o mere guarantee of quality. Buyers may
have found by experience that iron branded with a par-
ticular mark was specinlly free from brittleness, and the
mark may have come to suggest this and no other con-
clusion. The quality may be derived from the process
of manufacture, but the permanent value of the trade-
mark will altogether depend upon the truthfulness with
which it answers to its reputation. In such a case there
is a strong motive inducing the owner of the mark to
maintain its character, and if the goods marked with it
be of known credit, and have an extensive sale, there
will arise in the minds of buyers a well-grounded pre-
sumption that the owner, whoever he is, will take care to
keep up its reputation. Neither the maker, who first
used the mark as an indication of origin, nor the pre-
gsent owner, who now uses it merely as an 1indication
of quality, is legally bound to satisfy the expectations to
which it gives rise, but both are impelled to do so by the
same motive. A successful trade-mark, it is obvious,
always tends to become a mere mark of quality. It is
clear, also, that in this there is no fraud upon the public,
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who buy, not out of personal favour to the original Olmp. I.
maker, but because they boliovo that the goods will be of
the quality and description which they require.

Thus much being premised, we must endeavour to Naturo of
assign to the law on the subject its proper place in tho :L'onr:fm',.
legal system, and this will be found to have an important mark.
practical bearing, How the right to use n trade-mark is
acquired will hereafter be considered in detail ; at
present it is sufficient to say that, by certain means, a
person may obtain the right to sell his goods under =
given mark, and to prevent any oune else from applying
that mark to goods of the same description. DBut his
right does not consist in the power of precluding others
from every use of the mark. Thus, if a trader stamps
his cloth with a lion, or with a figure of his own in-
vention, he acquires no right to prevent another trader
from stamping iron with this device; but the commu-
nity at large are required to forbear from marking cloth
resembling his with this device, or with any device
likely to be confounded with it. So that the right con-
sists not in the symbol itself, but in the application of
the symbol to a particular description of goods. And
it is a right, availing, not as a right founded on contract
against this or that man, but against the world at large.

In other words, the right to the use of a trade-mark is Rightisa
in the language of scientific jurisprudence, a jus in 7% " ™™
rem (c). If this form of expression be thoroughly under-

stood, it will give increased facility mn considering ques-

tions which have been much discussed in the Courts.

(c) See Austin on Jurisprudence (1863), vol. ii. pp. 33 et seq.;
vol. iii. pp. 157 ef seg. Lord Cranworth’s language, in Farina v. Sil-
verlock, 6 De G. M. & G. 217, describes the right in perfect accord-
ance with the analysis in the text, “ It is in fact a right which can

B 2
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Tho charncteristic of o jus in rem 15 that it corresponds
to duties incumbent upon all men.  ‘I'he most familinr
mstance 18 afforded by the rights which arve attached to
the ownership of visible objects, such as lnnd, houses, or
ships ; and such o colleetion of rvights as the ownership
of some material thing mplies, 18 that which 18 most
naturally suggested by the term * property.” DBut n-
stances are not wanting of rights e rem apart from any
materinl subjeet.  Lhe vight of a patentee consists only
in the power of compelling every one clse to abstain from
making or selling the patented article.  The right of the
owner of a ferry consists only m the duty incumbent upon
cveryone else of doing nothing directly tending to draw
awny custom from the ferry. The right of personal se-
curity belongs to the same class of rights @ rem. It is
obvious that the right to a trade-mark agrees with such
rights, in that it consists only in the right of compelling
every one clse to abstain from infringing 1t. It 1s there-
fore a jus in rem having no material subject.

The two classes of rights, rights availing against men
1In general and rights availling against determinate persons,
exist In every svstem of law, but English law furnishes
no terms unversally accepted to denote this distinetion.
T'he phrases, rights founded on property and rights tfounded
on contract, correspond most nearly with it ; and the pro-
position that a trade-mark 1s property, if cavefully ex-
amined, will probably be found to assert vi termini nothing

be said to exist only, and can bhe tested only, by its violation ; it is
the right which any person designating his wares or commodities by
a particular trade-mark, as it is called, has to prevent others from
selling warves which are not his marked with that trade-mark in
order to mislead the publie, and so incidentally to injure the person
who is the owner of the trade-mark,”
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moro than thig, that the right to n tendo-mavk 18 a jus in Ohap, L.
rem, and with this qualification may safely o adopted. 7
The rights attached to one jus i rem are not neces-
sarily co-extensive with those attached to anothor,
although both must be mceluded under the Iinglish term
property. |

If indced the conception of property be analysed in the
enso of a materinl thing such as a house or ship, it will
be found to imvolve two distinet conceptions, A full
owner has an indefinite power over the thing, a power of
using or even destroying it, and he has also an indefinite
power of excluding the world at large from the use of it.
With certaun limitations, which 1t is not here necessary to
notice, o man may do what he pleases with his own, and
may exclude everyone clse from meddling with it in any
way. Now, as it is in respeet of the former power that
& man 18 called dominus, so it is in respect of the ‘atter
that the thing is proprium. Etymologically, therefore,
the word ‘“ property ”” seems peculiarly applicable to the
right of a trade-mark owner. DBut it must not be imagined
that by using this expression it is intended covertly to
assume anything as to the general transferableness of a
trade-mark or as to the remedy of a person whose right
13 infringed. Both these points will have to be con-
sidered hereafter. '

The view that the right of action against the infringer Remedy for
of o trade-mark rests upon property is opposed to the Infringe-

ment of

iden, which seems to have prevailed in the courts of ;‘;‘;“"“‘“‘k

common law, that it is founded upon the fraud of the founded on
nfringer. But attention to the precise import of the frauds
terms will, it is submitted, show that the latter is an
maccurate mode of expression.  Let it be for the present

assumed that the action will lie only against a defendant
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who has knowingly aftixed to his goods the plaintifl’s
trade-mark with the view of attracting to himself custom
duite to the reputation of the trade-mark or of injuring the
plammtiff by depreciating its credit, Still it is not upon
the pluntift but upon some third person that fraud 1s
practised, and thig distinguishes the action from one
founded on fraud (d). A comparison of a trade-mark
with another jus in rem to which it bears n considerable
analogy, the right of the owner of a ferry, will show the
importance of this distinetion. Iiach of these rights con-
sists i nothing clse than the duty incumbent upon the
world at large of doing nothing directly tending to draw
away customers. By the nature of things this can be
done in the case of a trade-mark only through imposition
upon the public, but the right of the owner of a ferry may
be invaded by fraud or by viclence. If a third person
assnulted a customer going to the ferry, and so prevented
him from making use of it, both the customer and the
owner of the ferry would have a right of action agninst
the wrong-doer. But these two rights of action would
be perfectly distinet. 'I'he customer would sue for the
assault, the owner of the ferry for damace to his right of
ferry consequent upon the assault. .' ain, if customers
were diverted from the ferry by a person spreading a false
report that it was broken down, the owner of the ferry
would have a right of action against the deceiver, not
because he 1s deceived, but because he sufters damage con-
sequent upon his customers being deceived. In exactly
the same way 1t 1s not true to say, that the owner of a

(d) See Beln v, Kemble, 7 C. B, N. 8. 260 ; Gerhard v, Butes, 2 E,

& B, 476 5 Bedford v. Bagshaw, 4 H, & N. 548 ; Burnes v, Pennell, 2
H. of Lds. 497.
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tendo-mark is deceived or defrauded by the ncts of an in-
fringer, but he is injured by third porsons being deceived
or defrauded. 8o also the right as against third porsons
of & mastor in his servant may be disturbed by fraud upon
thoe servant or by imprisoning him. DBut the master is
no more defrauded in the onoe cage than he is imprisoned
i the other. On the whole, thercfore, it is conceived that.
jug in rem or property is the only true basis for the action
nt law againgt the nfringer, and this view will, it 13 be-
lieved, be confirmed by an attontive examination of the
cases decided at law,

The langunrge used in courts of equity was at first the
same as that of the common law judges, but lately a
different view has begun to prevail, and several equty
judges following Lord Westbury have asserted that juris-
diction in cases of trade-marks depends not upon fraud
but upon property.

Laking the word property with the qualification which
we have already explained, it is submitied that this 1s
the true view, and ought ultimately to prevail in courts
of law as well as in courts of equity.

There 1s also another way of regarding a trade-mark
which leads to the same result. A trade-mark evidently
depends for its value upon the trade-reputation of its
owner (¢), or, to express the same idea in different words,
it is a visible means of collecting the whole or some por-
tion of the goodwill attaching to the trade-mark-owner.
For this reason a trade-mark is not in practice sold,
and probably cannot legally be sold, apart from the good-
will of the owner's business (f). And as it is settled

(¢) See Clark v. Clark, 25 Barbour, S.C. 79 (Am.).
(f) Sce Hall v. Durrows, 33 L. J. Ch. 207.

(
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Chap, 1. that goodwill 18 rightly termed * property *' (g9), 1t seems
unpossible to deny the nppropriatenoss of the term when
applied to n trade-mark,

() Potter v. The Commisaioners of Inland Revenue, 11 Txch. 147.
Trade-reputation and goodwill are clearly subjects of jus tn rem,
which will in some cases be protected by injunction. Seo infra.



CHAPTER 1L

COMMON LAW REMEDY FOR INFRINGLMLINT OF
TRADIF-MARRKS.

T ground on which the remedy for the infringement gy, 11.
of a trade-mark was for a long time supposed to rest -~
was, that the infringement is o frand on the part of the ifi'éfﬁu
infringer, in trying to pass off his manufacture as the common
manufacture of the owner of the trade-mark, and on this ™%
principle it came under the general jurisdiction which
the courts exercise to protect innocent persons against
fraud and misrepresentation.

Under that general jurisdiction an action lies against a
person who falsely represents that another is to be trusted
with goods («), or that a company is prosperous so as to
induce another to take shares in 1t (b).

And the Court of Chancery will restrain & person by
injunction from publishing poems or a magazine which
are represented to be those of another, or from repre-
senting himself to belong to a firm to which he does not
belong (c). |

Consequently it is not always easy to distingush

(¢) Pasley v. Freeman, 3 T. R. 51, 2 Smith’s L. C. 70 (6th edit.).

(b) Gerhard v. Bates, 2 E. & B. 476.

(¢) Lord Byron v. Johnston, 2 Mer. 29 ; Ilogg v. Kirby, 8 Ves. 215;
Glenny v. Smith, 2 Dr. & Sm. 476. See also Spottiswoede v. Clarde,
2 Ph. 164 ; Hoolham v. Poltage, L, R. 8 Ch. 91,
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betwoen the enses which rolate strictly to trade-marks
and those which rolate to other cuses of misrepresentn-
tion.

The first reported case of any real importance was
dectded by Lord Mansfield in 1788 (d).  'Lhe pluntift’s
futher, and after his death the plaintiff, sold & medicine
cilled ““Dr. Johnson's yellow ointment,” and the action
was brought against the defendant for selling n medicine
under the same name. Lord Mansfield smd that if the
defendant had sold a medicine of s own under the
plaintifl’s nnme or mark, that would be a fraud for which
an action would lie. DBut here both the plauntiff and
defendant used the name of the original inventor, and no
cvidence was given of the defendant having sold 1t as if
prepared by the plaintiff. He accordingly held that the
action would not lie,

The next case is Sykes v. Sykes (¢), which was decided
in 1824. The plaintiff in that case had acquired a repu-
tation for powder-flasks and shot-belts, which he marked
with the words ¢ Sykes' patent,” although the patent
which was granted had been held invalid (f). The de-

() Singleton v. Bolton, 3 Douglas, 293. The first case usually
cited is one in the time of Elizabeth, in which an action on the case
for a deceit was held to lie against a clothier who put on his inferior
cloths the trade-mark of a clothier who made superior cloths. The
case is cited by Dodridge, J., in Southerne v. Howe, Pop. 143, 2 Rolle,
26, 2 Cro, 471. Popham’s report states that the action was brought
by the rival clothier, but Rolle remarks that Mr. Justice Dodridge
did not say whether the action lay for the clothier or the vendee, but
it seemed it lay for the vendee ; and Croke’s report states expressly
the action was by him who bought the cloth. Whichever it was, the
case, though frequently referred to, seems to have had no influence
on subsequent decisions.

(¢) 3 Barn. & Cres. 541,5 Dowl, & Ry. 292.

(f) Probably this would now, in equity at all events, disentitle
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fendant intonding to approprinte the advantage of thiy  Chap. It

reputation, marked his goods m the same way. At
the trial 1t was proved that the denlers who bought
tho goods of the defendant knew by whom they wore
manufuctured, but that the defendant sold them to the
denlers for the purpose of being resold ns goods of the
pluintift’s manufacture. No ovidence appemrs to have
been given that any one was actually deceived, but a ver-

dict in favour of the plantiff was upheld by the Court in
Banco.

In Blofeld v. Payne (1838) (g), the defendants had
wrapped their hones in envelopes similar to the plaintiff’s.
The declaration did not allege frnud, and no evidence was
adduced that any one was deceived. The jury found
that the defendants’ hones were not inferior to the
plaintiff’s, but under the direction of the judge they found
a verdict for the plaintiff, with nominal damages. The
ruling was upheld by the Court in Banco. * 'The act of
the defendants,” said Lattledale, J., * was a fraud against
the plamiiff; and if it occasioned him no specific
damage, it was still, to a certain extent, an injury to
s right.”

In Morison v. Salmon (1841) (&), the plaintiffs sold a
medicine which they called, ¢ Morison’s Universal Medi-
cine,” and the declaration alleged that the defendants
‘“ deceitfully and fraudulently ” prepared and sold medi-
cines under the same name, and in similar boxes and
wrappers, ‘‘ 1 order to denote that such medicine was

the plaintift to relief. See Flavel v. Harrison, 10 Hare, 467 ; Morgan

v. Mcddum, 36 L. J. N. S, 228, But sec Ford v. Foster, L. R. 7 C.
A. 611.

(¢) 4 Barn. & Ad. 410.
(h) 2 Man. & Gr, 383,
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Shap. 1, the genuino medieine prepared and sold by the plaintiffs,"

Wl T iy Sl et ey

A verdiet was found for the pluntifts, with nominal
damages,  The Court in Banco held that the declara-
tion disclosed a good eause of action.  Tho judge at
nisl prius certified, under 8 & 4 Viet. ¢. 24, that the
action was brought to try a right, 'T'he defendants con-
tended the judge had no power to give the certificate.
'I'he Cowrt decided that he had, and Maulo, J., who had
riven the certificnte, expressly said that the action was
bronght to try a right., *“The right is of a well-known
desceription s it is not a general right to carry on a
particular trade, but a right to protection which a party
has who uses certain mnrks, and to the use of which
he may have as good a right as though he were n
patentee,”

In each of these four eases expressions occur indicating
that some of the judges thought the action to be founded
upon the defendant’s fraund. DBut the view which we
have endeavoured to explain that jus in rem 1s the true
foundation, was not present to their minds, and in
none of them was there any necessity for striet accuracy
of expression. 'T'he decisions are quite reconcileable
with Lord Westbury's statement, that “1imposition on
the public is the test of the property mm the trade-mark
having been invaded and injured ” (i), In Morison v.
Salmon, it was wrged 1n argument, that the declaration
contained no averment that any one was in fact decelved ;
but this objection was disregarded, and i several of the
cases stccesstul fraud upon any one does not appear to
have been proved.

(2) Lewther Cloth Company (Lintited) v. dmcrican Leather Cloth
Company (Limited), 33 L. J. N. S, Ch, 200,
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The cases upon which the doctrine that fravd 15 tho  Chayp, 11
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forndation of the action seems  mainly to rest ave
Craushay v. Thompson (k) and Rodyers v. Nowill (1).

13

L

In the former, the declaration alleged that the defend- Crawshay

| 4

ants * knowingly and frandulently ” stamped their bars gnompson,

of iron with n stamp which they knew and intended to
be in imitation of the plaintif’s, and “ knowingly and
fraudulently ” sold the won so marked as and for the
plaintifl’'s iron.  The case cnme on for trinl before
Lord Chief Justice Tindal.  There was no evidence
to show that any one had been actually decetved by
the mark used by the defendants, and the Ford Chief
Justice left it to the jury to say, first, whether they were
satisficd that the defendants’ mark bore such a close
resemblanee to the plamtiff's as in its own nature was
caleulated to deceive the unwary, or persons who were
moderately skilled in the article, and to injure the sale
of the plaintiff’s goods; and, sccondly, what was the
mtention of the defendants in using the mark com-
plained of, because it seemed to him that unless there
was a frandulent intention existing (at least before notice),
the defendants would not be liable. The jury having
found for the defendants, there was a motion for a new
trial, on the ground of misdirection; and the Court held
that, having regard to the lunguage of the declaration,
the direction was right in both its branches. In other
words, the Court held that an intention on the defen-
dants’ part to deceive buyers, added to a probability

that buyers would be deceived, was a sufficient ground
of action.

In Rodgers v. Nowill (m), the declaration was similar Rodgers v.

(%) 4 Man. & Gr. 357, () 5 C. B, 109,
(m} Loc. eil,

Nowill,
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Chap. 11, to that W Crawshay v, Thompson, and the judge In
T summing up used lnnguago ahmost identieal with C. J.
Tindnl's,  ‘The jury found for the plaintiff with nominal
damages. A motion for a new trial and in arrest of
judgment was unsuccessfully made, and the judgment m
Crawshay v. Thompson was considered and approved.
It should be noticed, that in the course of the arguent
the counsel for the defendants cited authoritios relating
to the action on the case for o decert. Maude, ., there-
upon asked, ‘“ Is this an action on the case for a deceit 2
To which the answer was, ‘'I'here i3 no other title
under which such an action can be classed "’'—an answer
which seems to have silenced the inquirer. 'This is an
incident not without nnportance, since it shows that the
action for infringing a trade-mark came to be classed
amongst actions founded on fraud in consequence of the
class of rights known as jura in rem, and the actions
based upon them, not having any distinctive name 1n the
English system (n).
These two cases of Crawshay v. Thompson and Rodgers
v. Nowill bring out another point in which the action for
the infringement of a trade-mark differs from an action
truly based on fraud. In the former 1t 1s evident that
an attempt to deceive may ground an action. In all
other cases fraud gives no ground of action unless it is
successful.  One man has no right of action against
another because the latter has tried to deceive him and
has failed (o).
But altlrough in the opinion of the authors the view
that the action depends upon fraud 18 incorrect, still as
it has long mmntained its ground, and has never in

(n) With the cases cited, compare AArchbold v. Sweet, 1 M. & R, 162,
(0} Sce Attiood v, Sall, 6 Cl & Fin, 448,
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the common Inw courts bheen judicinlly abandoned, it
in necessary for tho practitioner to be acquainted with it.

“ I'raud in law consisty in knowingly asserting that
which 18 false to the mjury of another” (p).

According to the view which we are now considering,
it becomen necessary, therefore, in an action for imnfringe-
ment of a trade-inark, to show :—

1. That the defendant asserted that which was falso,
as by selling his manufactures ag and for the
manufactures of the plaintaiff,

2. That the defendant did this knowingly, that is,
with the intention to pass them oft as the plain-
tifl’s manufactures.

3. That the plaintiff has been injured.

T'aking these essentinls for an action in their order,—

(1.) It is obvious that putting a trade-mark on goods
18 only one modo of representing them to be the manu-
facture of the owner of the trade-mark, and this becomes
important in considering what is a trade-mark. More-
over, the extent to which a trade-mark is known affects
materinlly the question of representation.

(2.) Every case of putting another’s trade-mark on
one’s own goods is not actionable ; it must be put on
with the intention to deceive. 'T'hus, if the defendant in
an action has put on a trade-mark innocently, not know-
ing that it is the plaintiff’s mark, and thinking that it is
ouly descriptive of the quality of the goods, it seems that
he would not be liable to pay damages (q). But even a
remote intention is sufficient. For instance, if a defen-
dant sells his own manufactures to a dealer who knows

(p) Per Cresswell, J., in Rodgers v. Nowill, 5 C. B, 109.

() Crawshay v. Thompson, 4 M. & G. 357 ; Myers v. Baker, 28 L.
J. Ex, 90, 3 H. & N. 8023 Rodgers v. Nowill, 5 C., B, 109,
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thoy nro not the plaintift’s with the imtention that the
denler should resell them to the public as the plaintiff’s
manufactures, this s a sufliciently fraudulent intention
to maintain the action (r).

This intention to deceive is a question for the jury (s);
but notice to a‘person who is using a trade-mark of the
title of the real owner of the mark will not amount to
proof of mala fides, unless it appears not only that the
natice was true, hut also that credence was given to 1t by
the person to whom it was addressed (t).

(3.) Injury to the plaintift 18 essential to enable hun
to recover. 'This mjury is twofold, (1,) to his reputation
by reason of the defendant having sold inferior goods ;
and (2,) to his trade by drawing away Ins custom.

A possibility of injury is, however, sufficient, and 1t is
not necessary to show special damage. Ior where (u) it
was proved that the defendant’s manufactures were not
inferior to the plaintiff’s, and no proof was given of the
plaintiff having lost any custom, the plaintiff was held
entitled to nominal damages, because, as Littledale, J.,
said, ‘‘ the act of the defendant’s was a fraud against the
plaintifl, and 1if it occasioned him no specific damage it
was still to a certain extent an injury to his right,” and
he might have been prevented from selling as much of
his own manufactures. Of course on the theory that the
action rests on jus in rem, this 1s readily intelligible and

(r) Sykes v. Sykes, 3 B. & C. 541.

(s) Cruwshay v. Thompson, 4 M. & G 357.

(t) Rodgers v. Nowill, 5 C. B. 109, See Leather Cloth Company
(Limited) v. American Leather Cloth Company (Limited), 1 I & M.

71 Medndraw v, Bussett, 33 L. J. Ch. 5G4, 4 De G, J. & S, 380.

() Bloficld v. Payne, 4 B, & Ad. 410, 1 Nev. & Man. 303. See alzo
Rodyers v. Nowill, 5 C, B, 109 5 Dent v, Tuppin, 30 1. J, Ch, 495, 2
J. & 1, 134,
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in annlogy with actions for infringing 8 patent ox copy-
right.

Where, however, there is no possibility of any injury
to tho plaintiff, as if he has never put out his trade-mark
to the world or has not carried on business, he oannot
recover (x).

On the question of the measure of dnmage in an action
for the infringement of n trade-mark there is scarcely any
authority. The plaintiff must make out by cvidence any
special damage which he has sustained, and his remedy
in general consists much more in security for the future
than in indemnity for the past (y). The matter was dis-
cussed in a case before Wood, V.-C., but no general
rule was suggested, and the only result arrived at was,
that in the absence of evidence it could not be assumed,
that the amount of goods sold by the defendant under
the trade-mark would have been sold by the plaintiffs, but
for the defendant’s unlawful use of the mark (z).

There are it seems some cases in which the owner of a
trade-mark has a right of action not only against the per-
son who actually sells spurious articles under his trade-
mark, but also against a person who, by furnishing the
means of effecting such sales, has made himself a party

(x) In Lawson v. Bunk of London, 18 C, B. 84, an action for using
the name of plaintift’s bank, where the plaintiff did not allege that
he had ever carried on the business of banking in that name, and
was in a position to be damnified, Willes, J., said, “ No action could,
I apprehend, be maintained for the sale of goods branded or stamped
with another manufacturer’s mark, which mark had never been put
forth to the world by the party complaining of the misuse of it.”
Compare also cases in equity on this point, cited infra.

(y) See Sedgwicke on Damages, 4th edit. p. 680.

(z) Leather Cloth Company v. Hirschfield, L. R. 1 Eq. 299, A simi-

lar difticulty exists in the case of pafents. See Penn v. Jack, L. R.
5 Eq. 81.

G
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to the trangnction. In Farine v. Silverlock (a) the plain-
tift obtnined a verdict agninst the defendant, who printed
labels, fac-similes of those aflixed by the plaintiff to his
bottles of eau de Cologne, and supplied them to persons
who to tho defendant’s knowledge intended to make an
mproper use of them, Butit seems to he necessary that
some of the spurious goods should have been actually
gold (b). In this respect, tho remedy in equity and by
criminal proceedings is more extensive than by action at
law. DBy statute (¢) any one who with intent to defraund,
or to enable another to defraud any person, forges or
counterfeits a label or other trade-mark (d) is guilty of a
misdemeanor, and forfeits the dies, stamps, and other
instruments used in the production of the counterfeit
trade-mark (¢). The intent to defraud 1s sufficient, and
therefore it 18 not necessary to show that any goods
have been sold under the counterfeit mark (f). Persons
aiding or abetting the making or using of counterfeited
trade-marks are also guilty of a misdemeanor (g).

The remedy at law appears to have been firmly estal-
lished in 1783 by Lord Mansfield’s dictum quoted above.
For in the next reported casein 1824 the principle seems
admitted, and the case was defended on the ground that
the defendant had no intention to defraud, and on other

() 4 K. & J. 6560. The circumstances which led to the action
appear, from the reports of the case, in 6 De G. M. & G. 214,1 K. &

J. 509.
(b) The bill in Furina v. Stlverlock contained an averment to this

effect. See Delondre v. Sharw, 2 Sim. 237.

(¢) 256 & 26 Vict. c. 88.
() See the definitions of “mark ™ and ¢ trade-mark,” sect. 1.

(¢) This scems the effect of sect. 2.
( f) Sect. 12,
() Sect. 12,
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collateral points, nnd the principle 18 only developed anc
confirmed by the subsequent cnses (1t).

Of the actions tried at law, several were brought in
consequence of the Court of Chancery requiring the
plaintiff to establish his right there as a condition prece-
dent to giving him relief in equity. The remedy at lnw
alone, which generally amounted to no more than a judg-
ment for nominal damages, was of course much less
eflicient than the equitable remedy by injunction and
account, and aceordingly when the Court of Chancery
was prohibited (z) from sending the plaintifl to law before
granting hin relief, the remedy by action fell into disuse.
The courts of law have now the power of awarding an
injunction against & defendant who has infringed a trade-
mark (), but the procedure of the Court of Chancery
still offers many advantages which an action at law prac-
tically fuils to afford, and the remedy by bill is therefore
still resorted to in almost every case.

‘' The Merchandise Marks Act, 1862 " (l), was passed
mainly with the view of rendering the infringers of trade-
marks amenable to the criminal law, but it contains pro-
visions applying to the ordinary remedies by actio™ or
smit. It is necessary in this place to notice section 11,
under which a party or witness cannot refuse to answer
on the ground of his being liable to criminal proceedings;
section 21, under which the Court may order an article
wrongfully bearing a trade-mark to be destroyed, may
award an injunction, and may allow the plaintiff to have
an spection of the defendant’s process, articles, and

(h) See the cases ante, p. 10 ¢t seq.
({) By 256 & 26 Vict. ¢, 42, s. 1.
(k) 25 & 26 Vict. ¢. 88,s. 21, 17 & 18 Viet. ¢. 12), ss, 7982,
(1) 250 & 26 Vict. c. uy,
¢ 2
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instruments; and scetion 22, under which every person (m)
aggricred by the forging or counterfeiting of o trade-mark,
or by its wrongful use, may mmintnin an action or
suit.

By 85 & 306 Victz ¢, 20, 4. 4, it 19 forbidden to nmport
imwards or in transit any articles of foreign manufacture,
and any packages of such articles bearing any nnme,
brand, or mark which states or implies that such articles
wore manufuctured at any place in the United Kingdom.
And any name, brand, or mark which states or nnplies
that any such articles were manufactured at n town or
place having the same name as n place in the United
Kingdom, unless accompanied by the name of the country
in which such place 1s situate, 18 to be decmed for the
purposes of thig section to state or imply that such
articles were manufactured at a place in the United
Kingdom.

It is clear that any one having been induced to pur-
chase an article by a trade-mark which, to the vendor’s
knowledge, is improperly aftixed to 1it, can by the common
law maintain an action for the deceit against the vendor,
and he will be entitled to recover the difterence between
the actual value of the article and what would have been
its value if the trade-mark had been properly affixed,
together with daumages for any loss which is the direct
and natural consequence of his acting on the faith of the
trade-mark being properly aflixed (n). Thus if the
vendee were proceeded against in Chancery by the owner
of the trade-mark lhe would, no doubt, be entitled to

(m) Sce the detinition of “ person,” sect. 1, in which aliens are in-
cluded.

) Madlett v, Mason, Lo R, 1 C. P, 509, Sedgwicke, 338; Clurke
v, Dickson, G (. B. N, 8, 453,
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recover from the vendor thoe costs of the Chancery suit (o),
and if he sold the goods to & third party, would be on-
titled to recover any damages he might have to pay to
such third party by reason of their spuriousness. Tho
vendeo may also, provided he c¢an restore the article in
the condition in which 1t was sold, clect to disafiirm the
contract and recover back the price in an action for
money had and received (p).

Now, by the * Merchandise Marks Act, 1862 " (9), the
vendor of an article bearing a frade-mark 18 to be deemed
to warrant that the trade-mark is genuine and true, and
not forged or counterfeit, and not wrongfully used, unless
the contrary shall be expressed in some writing signed
by or on behalf of the vendor, and delivered to and
accepted by the vendee. The remedy thus given is, it is
conceived, in addition to the remedies previously open to
the vendee.

The general measure of damages in this case is the
difference between the actunl value of the article and
what would be 1ts value if it conformed to the warranty (1),
but it is doubtful whether, in the absence of fraud, the
plantiff is also entitled to damages arising from his
acting on the faith of the warranty being true (s).

A person who orders goods aud directs them to be
marked with a trade-mark which he knows he is not
authorised to use, 1s liable to repay the person who

(0) Dwxon v, Fuwcus, 3 Ell. & Ell. 537, 30 L. J. Q. B. 137 ; Collen

v. Wrght, 7 E. & 8. 301, 26 L. J. Q. B. 147, in error, 8 E, & B. 647,
27 L. J. Q. B, 215.

(p) Clarke v. Dickson, 1 E. B. & E. 148.°
(7) 25 & 26 Vict. c. 88, s. 19.
(7)) See Sedgwicke on Damages, 325 (dth edit.); Jones v. Just,
L. R. 3 Q. B. 197.
() Sce Mudlett v. Muson, L. R, 1 C. P, 559,
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Chap. 11, nmocently executes the orvder, the costs he reasonably
7 ineurs in consequonce of a puit being brought agninst
him to restrain the infringement of the trade-mark (¢).

Iiemedy by Indictment or Summary DProceeding.

Indietment  Counterfeiting a trade-mark, oven if it is a signature,
by common

law. like an artist’s signature on a picture, is not forgery at
common law (v}, but fraudulently putting a trade-mark (x)
or a colourable 1mitation of one (y) on a spurious article
to pass 1t off as genuine, and selling the article by means
of the mark, 18 a cheat at common law (2), and under the
statute as to false pretences (a).

Merchin- By the Merchandise Muarks Act, 1862 (), the criminal

diso Marks i _ : 1 - ‘ _
Act, 1862 rcmedy has been greatly extended. The protection of the

Act extends only to marks lawfully used as trade-marks,
and 1t 18 conceived that this excludes marks which con-
tain false statements, or are otherwise calculated to
decelve the public, as for instance a mark which falsely

represents the article to be the subject of an existing
patent (c}.

Misde- The Act makes 1t a misdemeanor to do any of the

sttt "Y following things with intent to defraud (see sec. 12) :—

(8) Dixon v. Fuwens, 3 ElL & ElL 537, 30 L. J. Q. B. 137. Seg, too,
Speddang v, Nevell, L. R, 4 C, P, 212 ; Godwin v, Francis, L. R. b C.
P. 295.

(u) Reg. v. Closs, Deavsley & B, 460, 27 L. J. M. C. 54; Reg. v.
Smith, Dearsley & B. 566, 27 L. J. M. C. 225.

(x) See Req. v. Smith, loc. cit.

() Beg, v Dundas, 6 Cox, C. C, 380 ; Reg. v. Bryan, 7 Cox, C. C.
312, Dearsley & B. 2065.

(z) Lleg, v. Closs, loc, cit.

() 24 & 25 Vict. ¢. 96, ss. 88—-90, and see 8. 1. As to preferring
an indictment, see 22 & 23 Viet. ¢. 17, s. 1.

(h) 25 & 26 Vict. ¢. 88, DPrinted in full in the Appendix.

(¢) See infra,
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"T'o forgo or counterfeit another’s trade-mark (d), and o
trade-mark fraudulently altored so as to resomble some
other trade-mark is deemed a counterfeit of the latter (e)

Wrongfully to apply a trade-mark, and this extends to
the case where the trade-mark-owner denotes by a special
mark n particular kind of goods, and the ark is applied
to goods which though they are his are not of this par-
ticular kind ( f).

A person convicted of a misdemeanor may be cither
fined or imprisoned for not more than two years, and
that with or without hard labour, or punished in both
ways (g), and he forfeits to the Crown all articles and all
labels, reels, wrappers, &c., wrongfully marked, and all
instruments for impressing or applying the marks, and
the Court may order the forfeited things to be de-
stroyed (h).

Persons aiding and abetting the commission of the
before-mentioned misdemeanors are themselves guilty
of & misdemeanor (i), and liable to the same punishment
as the principals (k).

Knowingly to sell goods wrongfully marked 1s an offence
for which the seller forfeits a sum equal to the value of
the articles sold, and a further penalty not exceeding 5.,
nor less than 10s. (!), The penalties may be recovered in
a qut tam action (m), or summarily before justices at petty
sessions (n) under 11 & 12 Vict. c¢. 48.

Any one who sells an article wrongfully marked may be
compelled by an order of a justice to state when and from
whom he obtained it. A refusal to comply with such

(1) Sect. 2. (x) Sect. 13.

(¢) Sect. b. (k) Sect. 14.

(f) Sections 2 & 3, and sce infra. (I) Sect. 4.

(9) Sect. 14. (m) See sections 15, 17, 18, 23.

(h) Sections 2 & 3. (n) Seec sections 15 & 16.
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Chap. II.  oraor exposcs the party to a ponalty of bl., and is prime
~ facie ovidenceo of guilty knowledge (o).

The Act does not affect any civil right or remedy, nand
its penalties do not exempt o person from giving evidenco
or discovory. DBut the answers of such a porson cannot
bo used against him (p).

Rxhibition An Exhibition medal 18 not a trade-mark, but false

modal. representations yvespecting the obtaining of a medal are
penal (g).
(0) Scct. 6. () Sect. 11.

(7) Datty v. I, 1 11 & M, 264, 26 & 27 Vict. ¢. 119,



CHAPTER IIL

REMEDY IN CHANCIRY.

Tue Cowrt of Chancery was later in giving o remedy  Chap. IIL

for infringement of trade-marks than the courts of Refusal of

intorfer-
common law. C1ICO.

Lord Hardwicke refused (@) to restrain a defendant
from imitating the plaintiff's mark on playing-cards, a
mark granted by the Cardmakers’ Company. His judg-
ment was based, to a great extent, on the ground that

the charter of the company was a monopoly and illegal.
But he also snid that there was no precedent ror restraining

one trader from using the same mark with another, and
. thought it would be of mischievous consequence to do
so; and, further, that the objection that the plaintiff was
prejudiced by his custom being taken away was of no
weight. There appears to have been no case of inter-
ferenee by the Court of Chancery, with reference to an
actual trade-mark, until 18388 (b), though for some years
before that the law has been gradually tending in that
direction by an extension of the analogous jurisdiction of
the Court. The grant of injunctions to restrain infringe-

ments of patents and copyright books was a familiar
exercise of the jurisdiction of the Court of Chancery.

() Dlanchard v. Hzll (1742), 2 Atk. 484.

(b) In Gout v. Aleploglu, 1 Chitty, General Practice (edit. 1837),
721, 6 Beav. 69, note.
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In 1808 (¢), however, Lord Eldon granted a temporary
injunction to restrain the defondant from publishing a
magazine, which was an imitation of, and had been sold
as and for the magazine of the plaintiff; but directed tho
plaintiff to bring an action to try his right at law. This
case is referred to ns the authority for subsequent de-
cisions. It appears to have rested on the general re-
semblance of the two magazines, constituting misrepre-
sentation, and not on any right of the plaintiff to the
title-page of his magazine as alone constituting a trade-
mark. In Longman v. Winchester (d), Lord Eldon says,
in reference to Iogg v. Kirby, * T'he defendant in that
case published a number of a work as a continuation of
the plaintift’s old work, taking the credit which had been
acquired by that to his own, and that he was not per-
mitted to do.” And in 1818 (¢) Sir Thomas Plumer,V.-C.,
refused to restrain the defendant from selling ¢ Velno's
Vegetable Syrup,” because the plaintiff had no exclusive
right to the medicine, and the defendant had not repre-
sented it to be of the plaintiff’s manufacture (/).

Moreover, IEden on Injunctions (g) (1827) lays it
down that where a person does not ¢ assume the name

(¢) Hogg v. Kirby, 8 Ves. 215. This case was argued as one of
copyright, contract, and trust (the defendant having been plaintifi’s
publisher), but Lord Eldon appears to have set aside these argu-

ments, and proceeded on the ground mentioned in the text.
(d) 16 Ves. 269, 271.

(¢) Canham v. Jones, 2V. & B. 218.

(f) In Sedon v. Senate, cited in Canham v. Jones, the injunction
was granted on the ground of contract.

(9) Page 34, citing Blanchard v. Hill, and Canham v. Jones, he
refers to an injunction granted in 1816 (Day v. Day) to restrain the

use of labels for blacking similar to those used by plaintiff, but does
not state the ground, whether contract or otherwise.
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and charncter of nnother, he will not be prevented from
solling another article under the snme title.”

1t was not until 1888 that tho first clear case (k) of
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of Chancery was decided. "L'hat case went a good deal
further than this rule of INden, as tho defendants were
restrained from putting on watches, not merely the plain-
tiff 's name, but the word * pessendede,” the Turkish for
‘¢« warranted " (i),

"This case was followed by various others (%), in

some of which the plaintiff was successful, 1 others
not.

These cases are divided into two classes, which appear
to be not quite reconcileable. The first class follow a

supposed analogy to the case of an action based on per-
sonal fraud. 'The latter class tend to approximate more

and more closely to the view that the right of the trade-
mark-owner is jus in rem or property.
In the first class of cases the right of the plaintiff to

(k) An attempt to restrain the issue of spurious labels in 1828
failed on technical grounds (lelondre v. Skaw, 2 Stin. 240). An ex
parte injunction restraining the issue of blacking-labels similar to the
plaintiff’s was obtained in 1831, but on what grounds, and whether it
was maintained or not, 18 not stated (Day v. Benning, C. P. Cooper,
489). See note above on Day v. Day.

(1) Gout v. Aleploglu, 1 Chitty’s General Practice (edit. 1837), 721,
6 Bea. 69 note. This injunction was continued on the hearing of the
cause.

(k) Particularly Ransome v. Bentall (1834), 3 L. J. (Ch.) 161 ; Knott
v. Morgan (1836), 2 Keen, 213, the omnibus case; Motley v. Down-
man (1837), 3 My. & Cr. 1; Mllington v. Fox (1838), 3 My. & Cr. 338;
Perry v. Truefitt (1842), 6 Bea. 73; Croft v. Day (1843), 7 Bea. 84;
Franks v. Weaver (1847), 10 Bea. 297; Rodgers v. Nowill (1846-8),
6 Hare, 325, 3 De G. M. & G. 614; Pierce v. Franks (1846), 15 L. J.

(Ch.) 122 ; Holloway v. Holloway (1850), 13 Bea. 209 ; and other cases
mentioned in subsequent notes.

Two classes
of cases not
reconcilo-
able.

Fimt class ;
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relief against the defendant was held to be o legal right (1),

sidered ay only ancillary to that legal right ; consequently
the rule applhied that the Court of Chancery when exer-
cising jurisdiction over legal rights, although i strong
cnses interfering at once by injunction, yet in general
vequired th~ nlaintiff to prove hig right in an action at
Inw; we find, therefore, that in some cnses where the
intentional fraud of the defendant was palpable the -
junction was granted nt once (i) on interlocutory motion;
whether with or without requiring the plaintiff to bring
an action 18 not in all cases quite clear. In other cases
the plaintiff was required as a matter of course to prove
hig right at law (n).

In others, either the injunction has been refused on the
ground that there was no fraud (o), or if the right of the
plantiff to the use of the mark as. against the defendant
was doubtful (p), or if he had been guilty of misrepre-
sentation (¢), or if he had delayed or not behaved quite
fairly (), or if there were circumstances rebutting the
primd facie inference of fraud arising from the use of

() Motley v. Downman, 3 My. & Cr. 1; Collins Company v. Reeves,
28 L. J. Ch. 56 ; Rodyers v. Nowill, 3 Hare, 625; Hine v. Lart, 10
Jur. 106.

(m) Croft v. Day,'7 Bea. 84 ; Franksv. IWeaver, 10 Bea, 297 ; Hollo-
way v. Holloway, 13 Bea. 209; Burgess v. Burgess, 3 De G. M. & G.
890 ; Shrimpton v. Laight, 18 Bea. 164; Dent v. Turpin, 2 J. &
II. 139,

(n) Cases cited in note ({) above.

(0) Burgess v. Burgess, 3 De G. M. & G. 896, 22 L. J. Ch. 675.

() Motley v. Downman, 3 My. & Cr. 1; Rodgers v. Nowrll, 5 C.,
B. 109.

(q) Pidding v. Iowe, 8 Sim. 477; DPerry v. Truefitt, 6 Bea. GG ;
Flawl v, Harrison, 10 Hare, 407.

(v) Lerryv. Truefitt, 6 Bea, 66 Iluvel v. Harrison, 10 are, 467 ;
Collins Company v, Reeves, 28 L. J. Ch, 5G.
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similar marks (8), ho was required to try his right by - U
an action at law, either before he was held entitled
to the injunction, or as a condition of his maintaining
the mjunction.
In this cluss of cases, the Court clenrly granted relief
on the same grounds only as would support an action,
nunely, intentional deceit of the defendant. ‘I'he lan- Migropre-
guage of the judges, however, is not uniform. In the “oniation

and inton-

earlier cases the Court proceeded on the ground that the Hﬂ:l':'l
. . '
defendant had no right by any menns (whether by using ground of

the name or trade-mark of the plaintift, or by any other ﬂl:fd"'
misrepresentation), to pass off his goods as the goods
of the plamtiff to the injury of the latter. ‘L'o do so was
a fraud on the public and on the plaintiff, even though
the name was the defendant’s own name; though the
Court did not interfere on behalf of the public (and
indeed could not, except on the information of the
Attorney-Greneral), but on behalf of the injured trader.

In these cases 1t was clearly laid down that the ground
of jurisdiction of the Court is intentional fraud (¢); that
the deccit of the defendant, as in other cases of misrepre-
sentation (), must be intentional, and it was expressly
stated that the plaintiff had no exclusive right to—no
property in—the trade-mark, but only a personal right to
be protected against fraud (x).

() Collins Company v. Reeves, 28 L. J. Ch. 563 Farina v. Silver-
lock, 26 L. J. Ch, 11, 1 K. & J. 509, 6 De G. M. & G. 214.

(¢) Fraud by itself is ambiguous, as the result of a man’s act done
in ignorance, may be deceptive, and so frandulent.

(v) Henderson v. Lacon, L. R. 5 Eq. 249, see p. 262.

(x) Perry v. Trucfitt, 6 Bea.G66; Croft v. Day, 7 Bea.84; Franlksv.
Weaver, 10 Bea. 297 ; Fluvel v. Harrison, 10 Hare, 467 ; Edelsten v.
Vack, 11 Hare, 78; Durgess v. Burgess, 3 De G. M. & G. 896; Collins
Company v. Comen, 3 K. & J. 428; Kuott v. Morgan, 2 Keen, 213.
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But m the later eases a change is observable. It is
admitted that the plaintiff has an exclusive right of
using his trade-mark for a particular kind of goods, and
dicta are found admitting the principle of the second
class of cases. The principle also was stated in the form,
that “no one may sell goods of his own marked with
another’s trade-mark, so as (or in order) to deceive the
public;” an ambiguous expression which may refer to
cases where the deceit 1s intentional or to cases where the
resul{ only is deceptive and the intention innocent (7).

If 1t vefers to intentional deceit, it is hardly recon-
cileable with the second class of cases.

It it refers merely to a deceptive result, it is only
reconcileable with the practice (followed in the very case
where the expression occurs) of requiring the plaintiff to
try his right at law by supposing that where the result 1s
deceptive, intentional frand on the part of the defendant
may be presumed (2), a presumption, however, which was
not made in Millington v. Fox (a).

The admission of the exclusive right, however, goes a
long way to establish a right of property in the trade-
mark, especially when coupled with the principle estab-
lished by the second class of cases,

(y) Farina v. Stlverlock, wbr sup.; Colling Company v. Brown, 3 K.
& J.423; Wood, V.-C,, said, in Welch v. Knott (1858), 4 K. & J. 747,
that Millington v. Fox showed that it was not a sufficient defence to
allege ignorance. *‘ How far the doctrine in that case was capable of
being reconciled with cases at law in which the scienter had been
held to be essential in order to enable the plaintiff to recover was not
material.” In that court the rule was clear, and he had so held in
Bass's case. And see Harrison v, Taylor, 11 Jur, N. S, 408.

(z) Colling Company v, Brown, 3 K. & J, 423; Edelsten v. Vick, 11
Hare, 78.

(«) 3 My. & Cr. 338,
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The practice, however, of requiring the plamtiff to
bring an action is stopped by Rolt's Act (), and sineo
1863 it has been clearly laid down in several cases (c)
that the right to a trade-mark is a right to the exclusive
use of it for the particular goods for which it is used ;
that it is therefore property, and will be protected by the
Court a8 if it were property, that is to say, whether the
infiingement is intentional or not (d), ns will be seen

from the second class of cases which we now proceed to
examine,

In these the right of the trade-mark-owner is rested on
a broader basis. Millington v. Fox (e) is the first of such
cnses. There the plaintiffs and their predecessors 1n

(h) 25 & 26 Vict. c. 27. Frequently where the practice was to send
the plaintiff to law, the case now ia tried bofore & jury. |

(c) FEdelsten v. Edelsten, 1 De G. J. & 8. 1856; Hall v. Barrows, 33
L. J. Ch. 205; Leather Cloth Company (Limited) v. American Leather
Cloth Company (Limited), 33 L. J. Ch, 199, 11 H. L. 523.

(0) Wood, V.-C., however, said (Leather Cloth Company (Limaited) v.
American Leather Cloth Company (Limited), 1 H. & M. 271), that the
protection is founded on the jurisdiction of the Court to prevent fraud
from one person on the right of another, and that where the defendant
has acted ignorantly the Court restrains him because it thinks that if he
continues that representation after he has been told what the nature
of the plaintiff’s right is, he will be committing a fraud. The same
judge took a similar view in McAndrew v. Bassett, 33 L. J. Ch. 561,
4 De G. J. & 5. 380, where he is reported to have said that this was
the foundation of Mzllington v. Fox. This,however,is not the view
that other judges (see Perry v. Trucfitt, Hall v. Barrows, ubt sup.) have
taken of that case, and the correctness of this report (33 L. J. Ch.
561) may be doubted, as it is not easy to reconcile with the decision
of the same judge in Helch v. Knott, 4 K. & J. 747, supra, p. 30,
note (y), and seems to have no ground in the rest of the report of
the case, as it was argued for the defendants that no perpetual in-
junction could be granted against them, because they had (as stated

in theilr answer) ceased to use the marks as soon as they knew the
plaintifts claimed them.

() 3 My. & Cr. 338.
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business had long been in the habit of branding their 1iron
with the mrks ¢ Crowley,” ¢ Crowley Millington,” and
“1. 11.””  'The defendunts hind made use of these mnrks,
believing them to be mere indieations of quality, and ns
soon ny they heard that the pleintifls claimed thein as
trade-marks and before bill filed, they ceased to use them,

At the hearing, Lord Cottenham, althongh he nequitted
the defendants of any intention to defrand, nevertheless,
held that the pluantiffs were entitled to a perpetual
injunction against them, but under all the cirenmstances
of the ease, he left enceh party to bear lus own costs.

Millington v. I'ox was followed by other eases in which
the principle was acted upon, that reliet would be granted
nlthough the defendants proveq that they acted in
wwnoranee of the plantifl’s vights (f).

When it was conceded that the right of the plaintiff
did not depend upon the good or bad fuith of the
defendant, he was 1 this respeet put upon the footing of
an owner of ordimary property.  Lord Westbury, however,
was the first judge who fully and clearly enunciated the
principle, that jurisdiction in cases of trade-mark, rests
not upon tort, but upon property. This is in substance,

(f) (Toment v Maddick, B Jur, (N. 8)) 592, 1 Gifl, 98, where the
marginal note 18 mceorveet 5 Buryess vo Huteley, 26 Beav, 2495 Durgess
v. T, 26 Deav, 244, See also Collins Company v, Brown, 3 K, & J.
423, 433, It 1s to be observed, however, that in all these cases the
plaintit’s mark had been imitated 5 innone of them had two persons
accidentally hit on the saoe mark, In Dieon v, Farcus (1861), 30 L,
J. Q. D137, 3 ElL & ElL 537, the Queen’s Beneh held that intention
to deceive was not necessary to ground an injunction in the Court of
Cliancery.  In France the law i the same.  “ Le fait matériel de la
reproduction d'une marque de fabrique constitue la contrefagon, in-
dépendamment  des eirconstances tendant & ctablir la bonne ou la
natvaise fot de o partie contrevenante.”  Dalloz, Jur, Gen. 1868,
Ptaip. 233, Soualso in New York, Dale v, Siithsun, 12 Ab, Pr, 238.
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the sume thing ag saying that the vight of the trade-mark- Chap. 1L
owner s njus e rem, as hag been alveady explaned.  In |
giving judgment o Hall v, Barrvows (1), he made the
following remarks :(—* It has been pressed upon mo on
the part of the defendant, that there s no property m a
teade-mnrk, mud that the right to relief 18 merely personal,
founded on the feand that 1s committed when one man
sells s own goods as the goods of another, Tt s true
that the eases contaimn expressions by eminent judges that
there 1s no property i a teade-mark, which must be
understood to mean that there can be no rght to the
exclusive ownership of any symbol or mark universally, in
the nbstract. Thus, anwonfounder who uses a particular
mark for his manufactures i ron could not restrain the
use of the same mmrk when impressed upon cotton or
woollen goods s for the property m a trade-mark consists
in the exclusive right to the use of that mark as applied
to some particulnr manufacture.  Nor is it correet to say
that the right to velief 15 founded on the fraud of the
defendant, as appears from the case of Millington v. o,
already referred to. Inposition on the publie is indeed
necessary for the plamtiff’s title, but in this way only,
that it 1s the test of the mvasion by the defendant of the
plimntifl’s right of property; for there is no mjury done to
the plamtift if the mark used by the defendant be not
such as may be nustaken, or is likely to be mistaken, by
the public for the mark of the pluintiff. But the true
ground of the Cowrt’s jurisdiction is property.”

The same principle was agaim maintained by Lord
Westbury m The Leather Cloth Company (Limited) v.
American Leather Cloth Company (Linited) (1), and was

() 33 1. J. Ch. 204, () 33 L. J. C'h. 199.
D



04

REMEDY IN CIHANCERY.

Ohap. (11 approved by tho Iouse of TLords (i) in the samoe

cnsce.

It iy true that in IHall v. Barrows the question at issue
wag tho nature of the right to n trade-mark for the purposc
of transfer, and not for the purpose of relief against in-
fringement, and the case of the Leather Cloth Company,
which involved tho question of the transferableness of o
trade-mark, as well ag the question of infringement, was
decided by the Lord Chancellor on the ground of ms-
representation by the plaintiff, and by the IHouse of
Lords on that ground, and also on the ground of want of
resemblance in the trade-marks., DBut the question of
the right of transferring a trade-mark has a very impor-
tant bearing on the nature of the protection which the
Court gives it. And, after all, these cases only state
more broadly the principle of AMlillington v. I'ox, and
carry it out so far as regards the right of transfer. And
1t seems now to be settled that although orginally the
Court proceeded on the equity of preventing one person
from committing a fraud oun the rights of another, 1t will
now interferc to protect a trade-mark as if it were pro-
perty, and not, as 1n other cases of misrepresentation,
merely where there is intentional deceit on the part of
the defendant (X), and that a person may be entitled to

(i) 11 H. L. 523.

(%) Wood, V.-C,, satd in McAndrew v. Bassett, 33 L. J. Ch. 561, 4 De
G. Jo. & Sm. 380, 4 N. R. 12, 123, that *“ Lord Westbury’s decigion in
Hall v. Barrows did not alter the law, and that whether the right to the
trade-mark was property or not was merely aquestion of nomeneclature.”
On the other hand, his language and decision in Ainsworth v. IV almsley,
L. R. 1 Eq. 518, is rather against the view stated m the text. He
says, ¢ The use of the name of another manufacturer, whether done
scienter or not, is an interference with his business, which this court

will interpose to prevent, on the ground that the defendant is en-
deavouring to pass off the goods of his own or somebody else’s manu-
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the exclusive use of a teade-mark as applied to a particular
description of goods.

But siihough a trade-mark 15 property, it 18 not so for
nll purposes.  T'he property 18 not in the mark, but in
the applieation of the mark to particnlar goods; con-
sequently, a person has not such an abstract vight to tho
mark wlich he adopts, as to entitle him to have another
person prevented from using the same mark for other
goods, and it 18 even doubtful whether he hays a right m

all cnses to prevent the use of 1t by another person for
the same class of goods,

He must show, s 1n an action at law, that there has
been 1n effect a fulse representation, that the acts of the
defendants have misled or were calculated to mislead the
public (I). Tor istance, i1t has been said that if the
mark 1s applied without the consent of the owner to
goods which are his, there is no misleading of the publie,
and that such use eannot be interfexed with (m).

facture as the manufacture of the plaintift.,” e considered there
had been an unjustitinble use of the plaintifi’s labels, but refused to
interfere, beeause they were not so used as clearly to represent that
the goods were the plamtift’s manufucture.  But query, whether it
is not still necessary to show intentional fraud in cases where the
defendant has the same name as the plaintiff, see Bu.gess v. Burgess, 3
De . M. & G. 897, 32 L. J. Ch., 675.

() Weleh v, Knott,+ K. &J. 7473 DBurgess v. Burgess, 3 De G, M. &
Q. 897.

(m) Farinav. Silverlock, 6 De (1. M. & G. 214; Wood, V.-C. 4 K. &
J. 50), doubted whether Lord Cranworth meant to say that the use of
labels to renew worn-out labels might be legitimate, but his own
decision 1n Ainsworth v. Walmsley, L. R. 1 Eq. 518, where the plain-
tiftf was admitted to be injured, seems to support the view stated in
the text. A cose of Guiness v, Sutfon (M. R. 28 July, 18563) is8 men-
tioned in the evidence before the Committee of the House of Con-
mons on the Trade-Marks Bill of 1862 (II. C. Sessional Papers, 212,

Qu. 2663); but, from the short-hand notes of the argument and judyg-
D 2
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If thoe mark as denoting a given deseription of goods
19 property, it scoms to follow that no one can use 1t for
this purpose without the consent of the owner, for af the
right is to an exclugive use of a given kind, any similar
use 1y an infringement of the right; it is doubtful, there-
fore, whether an use such ayg in the ease above mentioned
would now be held to be legitimate., It the goods are
really those of the owner of the mark, he could hardly
objeet to eonsent to the renewal of worn-out labels, and
his assent might fairly be presumed in the absence of an
express stipulation to the contrary. DBut to allow this to
be donce without the consent of the owner, or to allow
labels to be aflixed to goods to which he has not thought
fit to aflix them, 1s clea-ly to open a wide door to fraud.
Accordingly, the Merchandise Marks Act, 1862, makes
1t & misdemeanor to apply, with a fraudulent intent, a
trade-mark to any chattel or article not being the par-
ticular or peculiar deseription of manufacture, workman-
ship, production, or merchandise denoted, or intended to
be denoted, by such trade-mark (n). 'This would scem
also to give a party mjured a civil remedy (o).  All pre-
existing remedies are expressly saved.

ment, it appears to have turned on special cirenmstances. The pre-
cise point arose in an American case of (lloft v, Kettle, 3 Duer, 624
(N. Y.), where the plaintifl, the eminent steel-pen maker of Birmine-
ham, marked boxes of pens of the first quality with the number 303,
while other boxes containing pens of an inferior guality were marked
753, The defendant removed the labels from the last-mentioned
boxes, and put upon them labels numbered 303, closely resembling
the genuine labels bearing that number. The defendant was restrained
from so doing by injunction.

(n) 25 & 26 Viet, c. 88, . 2,

(0) Athinson v. Neweastle and Gateshead Wuterwcorks Company, T,
R. 6 Exch. 404; Couch v. Steel, 3EIL & DL 402, 23 L. J. Q. B. 121 ;
but see per Lovd Chelmsford in Wilson vo Merry, L. R, 1 1, of Lds.
Se. 320.
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T'he tendeney to mislead the publie forms an important
clement in a matter which a plaintiff must prove in equity
ng well as at law, the mjury to himself, If there 1s no
probability of imposition on the publie, the plauntiff has
suflered no ijury (p), though on the contrary thero may be
imposition on the public, and yet the plaintiff may not be
cntitled to maintain n swt, either beeause he is not imjured
pecumarily (g), or because he has not acquired any pro-
perty m s trade-mark.

As n conscquence of this necessity of showing injury,
there is some practical difficulty in stopping a piracy in
trade-marks, before goods have been actually sold with
the pirated marks on them. Ior the defendant, if his
mark has not misled any one, may in many cases fairly
argue that it 1s not cnlculated to mislead, A plantiff
thercfore generally (r) does best to wait until he can
obtain evidence of persons having been actually misled,
and if he gives the defendant notice of his claim to the
mark, a reasonable delay for the purpose of getting such
evidence will not prejudice im in an application for an
interlocutory mjunction (s).

() “Imposition on the public is necessary for the plaintifi's
title, but in this way only, that it is the test of the invasion by
the defendant of the plaintiff’s rmight of property; for there is no
injury done to the plaintiff if the defendant’s mark is not such as may
be mistaken, or is likely to be mistaken, by the public for the mark of

the plaintift.” Per Westbury, C.,in Hall v. Burrows, 33 L. J. Ch. 205,
See also I'arina v, Silverlock, 6 De G. M. & G. 217.

(q) Clurk v. I'reeman, 11 Beav. 1125 TVelch v, Knott, 4 K, & J. 747
Leather Cloth Company (Lamited) v. American Leather Cloth Compuny
(Lunited), 33 L. J. Ch. 199, A possibility of injury, however, is
enough as at law (supra, p. 16), Dent v, Twrpin, 2 J. & H. 139; 30 L.
J. Ch. 495.

(r) There may be exceptional cases. See Chappell v. Sheard, 2 K.
& J. 117,

(s) Lee v, Haley, L, R. 5 Ch., 155.
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The result is, that of the three things smd to be
cssentialg in an nction at law, false representation by the
defendant, intentional deceit by the defendant, and mjury
to the plaintiff, the last i8 necessary to ground relief m
equity, the second 18 not necessary, the first is necessary,
at any rate so far as it s required to prove the njury.

Tho defendant is frequently required by the pluntft
to discover the names of customers to whom he has sold
goods stamped with a mark which the plaintiff claims us
his, and the prices at which he sold them. After n decree
direeting <n account or an inquiry as to damages, or
before decree, if the plantift’s right i not substantially
disputed, the defendant must give sucii discovery (¢). If
he 18 unable to give precise information, he may then
(but not otherwise) be required to disclose the names of
all persons to whom he has sold any goods, which he
will not positively swear were unstamped (). Where,
however, the Court sces reasonable ground for believing
that the plamntift’s right to the mark in question 1s bond
Jide disputed, it will not compel the discovery of facts
which will not aid the plaintiff in establishing his right,
and may prove injurious to the defendant. In such a
case, therefore, it will not in general compel the defendant
to discover prices and the names of customers to a rival
trader ().

The answer of a defendant cannot be used against him

(8) Howe v. MeKernan, 30 Beav, 547, and compare cases cited infrd,
note (x).

() The Lcather Cloth Company (Limited) v. Hirsehfld, 1 H, &
M. 295.

(x) Carterv. Pinto Leite, 20 W, R 134, And see Moore v. Craven,

W. N. 1870, p. 13, cited in Thompson v. Dunn, L. R. 5 Ch. 573 ; Lockett
v. Lockett, L, R. 4 Ch. 330,
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in any criminal proceedings, aud he cannot, therefore, Chap, 1L
refuse to answer, on the ground that he will oxpose
himself to penalties or forferiture (y).

By the Merchandise Marks Act, 1862 (25 & 26 Vict, Intpoction.
c. 88, 8. 21), the Court is empowered to grant inspection
in the three following cases :—

1. Of any manufacture or process of the defendant’s,
in which the plaintift’s trade-mark is alleged to be
infringed :

2. Of any articles under the defendant’s control,
nlleged to be so marked as to infringe the plantiff's
trade-mark :

8. Of any instruments under the defendant’s control,
capable of subserving such mfringement.

No order seems yet to have been made under this
section. In patent cases, inspection is sometimes granted
before the trial or hearing, i1 order to enable the parties
to cstablish their case (z2). DBut in the case of trade-
marks, public use 1s necessary to constitute infringement,
and it seems, therefore, that there is no ground for
granting inspection before the hearing (a).

The plaintiff generally applies for an interlocutory in- Interlo-
junction soon after filing his bill, and where there is reason ;ﬂ:ﬂfﬂf
to doubt ihe defeudant’'s good faith, much less absolute
proof of the plaintift’s title is required (b). In order to
obtain one he must be prompt in coming to the Court (c),

(i) 25 & 26 Vict. c. 88, 8. 11.
() Morganv. Seaward, 1 Webster, 169 ; Russell v. Cowley, Tbid. 458 ;
Boetll v, Moore, 2 Cooper C. C. 56, note.

(@) For form of order in a patent case, sce Davenport v. Jepson, 1
N. R. 308,

(1) Radde v. Norman, L. R. 14 Eq. 348, 41 L. J. Ch. 525.
(¢) iflavel v. Harrison, 10 Hare, 467 ; Chappell v. Sheard, 2 K, & J.
117; Chulbh v, Griffiths, 35 Beav. 127.
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and in bringing on his motion (d). In Tsaacson v.
Thompson (¢) an unexpluined delny of about seven months
was lield to disentitle the plaintiff to an interloentory in-
junction. But, 03 has been already observed, time will
not begin to run against the plaintiff until the expiration
of the period during which he might, with reasonable
diligence, have obtained satisfactory evidence that the
acts of the defendant do, 1n fact, mislend the public (f).
At the nearing, a defendant who sets up delay or
ncquiescence on the part of the plaintiff as a bar to an
injunction, must show a much stronger case than suffices
on an interlocutory application (¢). In the case of trade-
marks, if the only ncts of which the plaintiff 1s entitled
to complain ocewrred a considerable time before the
filing of the bill, the presumption is that the defendant
has discontinued his invasion of the plantiff’s rights,
and the Court will, no doubt, be disinclined to encourage
n stale complaint,.  But if the infringement is continued
down to the time of bill filed, delay or acquiescence in
order to be a bar to an injunction must amount almost to
a licence () or to an abandonment of the plaintift’s rights
in favour of the world at large (i). But delay or other
circumstances not suflicient to deprive the plaintift of his
right to an injunction and costs of suit, may prevent him

() Pickford v. Grand Junction Ralway Company, 3 Rail. Casges, 538.

(¢} 20 W, R. 196.

(f) Lecv. Haley, L, R. 5 Ch. 1605 Lswacson v, Thompson, loc. cit.

() Johuson v, Wyatt, 2 D J0 & 8185 Padehing v, Dubbing, Kay,
11 Gordon v. Clicltenleon Batliray Companry, 5 Beav, 233,

() Sce Kinahan v, Bolton, 15 1r. Ch. 755 Rodgers v, Nowidl, 3 De G.
M. & G. 614 ; Amosheag Manufacturing Company v, Spear, 2 Sandf., S.
C. 603,

(1) Sce Cocks v. Chandler, L. R, 11 By, 446, 449, In Board v, Turner,
13 L. T.N. 8. 746, the observations of the Vice-Chancellor as to ac-
quivscence refer only to the prayer for an account.  See p. 750.
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from having an account of profits (j), or induce the Court Q. 111,

to give only a linited account (k).

A mere protest, not followed up (1), 18 not enough to
save tho protester from the mputation of laches (m).
But as to anything wlieh at the time he knew to be -
tended, it will relieve Inm from the mmputation of assent-
mg or standing silently by (n). T'he issuing of adver-
tisements cautioning the public against an improper use
of marks 1dentical with the advertiser's trade-mark or
likely to be mistaken for it, is strong evidence of non-
nequiescence 1n such use (o),

T'he full measure of relief to which a plaintiff i1s entitled
gives him compensation for past wrongs and security as
to the future. Under the usual decree at the hearing,
the defendant is perpetually enjoined from infringing the
plammtift’s trade-mark (p). The plaintiff is also, in some
cases, cntitled to an account of profits, or, if he prefers

it, an inquiry as to damages (¢); but he cannot have
both (r).

(/) Hurrison v. Tuylor, 11 Jur. 408, where the delay was from Aug.
1863, to May, 1864; Beard v, Turner, loc. cit.

(L) Ford v. Fuster, L. R, 7 Ch, 611.

(/) See Coles v. S1ms, 5 De G, M. & (. 1,

(m) Attorney-General v. Sheficld Gus Company, 3 De G M. & G. 304 ;
Cleyy vo Edmondston, 8 De G, M. & G. 810; Dirmingham Canal Com-
puny v. Lloyd, 18 Ves. 515.

(n) Motleyv. Downman, 3 My, & Cr. 1, 16 ; Bucton v. James, 5 De G,
M. & G. 80, 84.

(n) Kindhun v, Bolton, 15 Ir. Ch. 75.

(p) For forms of decrees, see Seton on Deerecs (3rd edit.), p. 905,
No. 1, erroncously put under the head Copyrights, 914, and 038,
No. 3.

() The Leather Cloth Company (Limited) v, Hirselhfeld, L, R. 1 Eq).
299,

(r) 21 & 22 Vict. ¢. 27, 5. 25 Neilson v. Betts, L. R. 5 Eng. & Ir. App.
1, 22, overruling Detts v, De Vitre, 34 L. J. Ch. 289,

rotest,

Decreo,

Account,
damages,
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REMUEDY IN CHANCERY,

The practieal diflieulty both in taking the necount (x)
and in agsessing the damages (8) is great, and the plantift
often waives his right to cither,

The injunction awarded will be made a8 extensive as
18 necessary for the protection of the plaintift’s right, and
will, a8 of course, prohibit the use of the plaintiff's very
trade-mark, or “any other mark only colourably differing
therefrom.” But if it 1y only under particular circum-
stanees that the use of a given name or mark is likely to
mislend the publie, the uge of it under other circumstances
will not be prohibited. Thus, where the plaintiffs carried
on business in Pall Mall, London, under the style of
‘““'The Guinea Coal Company,” the defendant, who had
set up business in Pall Mall under the style of ¢ The
Pall Mall Guinea Coal Company,” was restrained from
using this title. But the Court being satisfied that o
business carried on under 1t elsewhere than in Pall Mall
would not be likely to be mistaken for the plaintiffs’,
confined the mjunction to Pall Mall (u).

If an imjunction has been granted restramning a defend-
ant from using a trade-mark, 1t will be no defence to a
motion to commt for breach of the injunction, that the
plaintiff has acquiesced in the use of the trade-mark,
unless the acquiescence amounts almost to a licence ().
But in Cartier v. May (y), Wood, V.-C., In a case In
which there had been a breach of the injunction, refused
to commit i respect of such breach on account of the

(s) As to the account, sce ifra.

(1) As to damages, see The Leather Cloth Company (Limited) v.
Hirschfeld, oc. eit,, and supra, p. 17,

() Lee vo Haley, Lo O 5 Ch, 1505,

(r) Rodyers v, Nowill, 8 D. M. & G. 614,

(y) 12th July, 1861 (unreported), Reg. Lib. 1861, A, 1738.



REMEDY IN CITANCERY.

48

plamtifi’s delny in coming to the Court, but ordered the Chap, 111

defendant to pay the costs of the motion.

. A o il gy

It follows, from the terms of the injunction, that the Remoeval of

defendant must remove the mark before parting with any
of the goods to which 1t 18 wrongfully aflixed (z). The
Court may indeed ovder such goods to be destroyed (a),
but it probably will only do this in an extreme cnse.
"The plaintiff 1s also entitled to a discovery upon oath of
all labels improperly bearing his trade-mark which aro
in the possession or power of the defendant, and of all
stamps, &e., used for mmpressing the trade-mark, and to
have such Iabels, stamps, &c., eancelled and defaced at
the defendant’s expense (D).

A court of equity will not only grant an injunction to
restrain the use of a trade-mark, but will also require a
dishonest defendant to account for the profits which he
has made by the 1mproper use of it. In Farina v.
Stlverlock (c), it was argued that the injunction was
ancillary to the account, and that if no nccount were
asked for, no injunction could be granted; but this was
not acceded to, and In very many cases an injunction
has been obtained, though the account was waived.
In Delondre v. Shaw (d), the same argument was used.
There Delondre had employed a celebrated French
chemist Pelletier, to make for him sulphate of quinine,
which Delondre sold in England for his sole benefit.
The bottles had on the cork a seal with the words—

(z) See Ponsardinv, Peto, 33 Beav. 642 ; Upmann v. Ellan , L. R. 12
Eq. 140, on appeal, L. R. 7 Ch. 130, 20 W R. 137.

() 25 & 26 Vict, ¢, 88, s, 21,

(/) See the decree in Emperor of Austriv v. Day, Seton, 938,

() 1 K. & J. 509.

(£) 2 Sim, 237.

mnrks.,

Account.
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Chap. TIL ¢ Produits Chimiques de J. Pelletier. J. P'—-and o label

‘-

wag pasted upon the bhottles, insceribed—*¢ Sulphate de
Quinine, Augnste Delondre, negt.,, & Paris,”  The
defendants engraved and printed seals and labely re-
sembling these. It was held, that Pelletier having no
interest in the account, was improperly joined as o
co-plaintiff with Delondre In n bill secking an ijunction
and necount. It is concetved, however, that Pclletier
might, according to the present practice, maintain a suit
to restrain the wrongful use of his naume, and have an
inquiry as to damnges.

The defendant will not be compelled to  account
for profits made Ly the use of the trade-mark, so long
as hie was unaware that 1t wags a  trade-mark at
all (¢). But the burden of proving this liecs upon him,
and it 18 not suflicient to show that he was ignorant of
the rights, or even of the existence, of the plaintitt ( f).
The plantifl 1s not entitled to the whole of the profits
made upon the sale of goods wrongfully marked, but
only to the extra profit arising from the use of the trade-
mark (¢). DBut upon the prmeiple omnia presumuntur
contra spoliatorem (), it is conceived, that it lies upon
the wrongdoer to show that m the absence of the trade-
mark, he would have made any profit at all (¢). LThe
account cannot be taken beyond six years before bill
filed (/). A defendant ordered to account cannot be

() Fdddsten v. Edelsteny, 1 DO & 5. 1855 Moet v, Couston, 33 Deav.
578, 4 N, R. 586G, The ground on which the judyge distinguished this
case from Cartior v, Caorlile (loe, ¢it.)1s omitted from Mr, Beavan's report.

(f) Cartier v. Carlile, 31 Beav. 202,

() Certicr v. Carlile (Joe. eit.),

(h) Adrmory v. Delamirie, 1 Strange, 505,

(1) As to one of several co-owners of a trade-mark suing for an
account, sce tfrd.
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charged with bad debts as profits, but he ig not entitled
to charge the plaintift with the cost of manufacturing
the goods 1 respeet of which the bad debts wero
inenrred ().

The owner of o trade-mark is entitled to an injunction
agninst a person, such as a printer of lubels or an engraver,
who knowingly ennables another to approprinte his trade-
mark.  T'he use of the Iabels or instruments for impress-
g the mark will be prohibited, and in general by an
interlocntory injunction. At the heaving, the labels, or
the stamps, dies, or other mstraments, will be ordered to
be cancelled and defaced, but the plaintift 18 bound to
show that the defendant threatens and intends to make
nn nmproper use of them (J).

An mjunction may be obtained agninst a consignee,
wharfinger, or other mmocent person having in his
hands or under his control goods wrongfully branded,
restraining him from parting with them until the brand
15 removed. It is his duty as soon as he becomes aware
of the wrongful use of the trade-muauk, to give the owner
of 1t all the information in his power, that may enable
him to discover the guilty parties, or prevent the infirnge-
ment of the trade-mark, and to undertake not to part
with the goods until the hrand has been removed, and to
offer to give all facilities to the person injured, for the
purpose.  If, after this, the tende-mark-owner files a Lill,
I general the defendant will not have to pay costs, and

(k) Iodelsten v, Edelsten, 10 L. T. N. S 780,
() Farine v, Sileerlock, 1 K. & J. S0, 6D M &G 214, I K. & J.
G0 I‘:.'mprn}r qf.r[ wstria v, “fty, 3D & 217 s (font v, A Jr‘pfnyfu, G
weav, dhnote; Delondre v, Shear, 2 Sim, 237, can hardly Le considered
an authority to the contrary,

Chap. 11,

L L P e T

Injunction
ngainst
Printers,

&,

Consignecs,
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REMEDY IV CHANCLRY,

the pliantiftt mny have to pry them (). A wharlinger,
who refused to deliver, thoueh before an mjunetion
ngninst himm was obtuined, wns held entitled upon a hill
filed by him, to restrain an action for non-delivery (n).
[f a third person nequirves rights over goods wronglully
branded, without notice that the trnde-mark is improperly
aflixed to them, he ean deal with the goods according to
his rights, subject only to the obligation of removing
the mark.,  Thus, it the dock warrants of such goods
have been deposited with him as o security, he will he
entitled to the possession of the goods after the mark
s removed and after paving the wharfinger's charges.
In Donsardin v. Peto (o), whichh was a snit to restram
the wrongful nse of o champagne brand, the mmoeent
mortangee, who was not a party, was allowed, but as 1t
seems by consent (p), to intervene by motion, pro
tnteresse suo, on paving the costs of all parties of the
motion.  Sir John Romilly, MUR., theve held, that the
chnarges upon the goods ranked as follow :(—the charges
of the doek company, meluding their costs of swit; the
monies advanced by the mtervening mortgagee, ineluding
the costs of the motion which he was ordered to pay
in the first mstance ; the plantift’s costs of smit (q).

If the defendaut has actually ifringed the plantift’s
trade-mark, whether knowingly or not, the plantaft s
entitled to a perpetual mjunction, and 15 not bound to
rest satisfied with the defendant’s promise to commit no

(m) Upaeaen v, Ellan, T RO12 I, T4o, om appeal, 20 W, R. 134
L. R, 7 Ch, 130, Ax to costs, =ee tnrther onfra.

(n) Hunt v, Maiire, 34 Beav, 157,

(0} 33 Beav, 612, 33 L. J, Ch 871, 3 N 287,

() See 3 NL R, 288,

(y 3 Lol Chy 371
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further infringement (), bt ay agninst an mnocent  Chap, 118

defendant, he 15 not entitled to nnecount or damages (»).
Such n defendant, thevefore, 1if he does not resist the
injunction, should offer to appenr and consent to n
perpetunl imjunction on motion (¢), and to pay all costs
up to and meluding those of obtaimng the mjuuction ().
b, nfter this, the plantift nimecessarily hrings the cause
to o hearing, he will not get any more costs than he
woulid have got under the defendant’s ofter (). Indeed,
in Midlingtow v. o (i), o plamtifl’ in sueh a position was
refused costs altogether, notwithstanding he was held
entitled to an mmjunction. But there were speeinl
circumstanees, and the ease has not been considered as
Inying down a general rule (2).  Under the present
practice, n suit ean generelly be brought on without any

unnecessary - expense, by motion for  deeree,  The Staying
lil'lu'l}q:ll-

defendant, 1t he has done all that ean be required of
him, may himselt move to stay proceedings (o), though
he must pay the costs of the motion (M. But where the
answer may be of use to the plaintiff in working out his

(r) eary v, Norton, 1 De G.ESmL 95 Burges< v, Hille 26 Beav, 24 ¢ -
Burvgess vo Hately, 1nd, 2495 Mot v, Couston, 33 Beav. 5755 bt sec
Upmann v, Flkan, Lo RO T Che 130, 12 Eg. 110, and Nean v, 17 AMy-
querque, 34 Beav, Db,

() Edelsten v, Iidelsten, 1 De GoJo & S, 1830 Moet v, Couston (lae,
cit.).

() Leaf v. Tuylor, Seton on Decrees (3rd editl), 944 100 v
Thorpe, 1hid.

(1) Collins Company v, Wallor, 7 W, R, 222 Pleree v, I'ranls, 15
L. J. Ch. 122,

(r) Colhurn v. Stmms, 2 Have, 343 Picree v, Frawls oe. cit.).

(1) 3 Mylne & Craig, 338,

(z) Nee Colhurn vo Stmms, 2 Hare, 561,

() Wallis vo 1 allis, 4 Dy, 405,

b)Y Nee Hhowe v Do, Seton on Deerees (Srd edit.), 914,

= = g =k

inys,
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Chap. 1L rights under the deeree, ng in the ense of a decree Lo

Neeatin.
f1ons,

necount, w defendant, requived to answer, 19 not o
position to require proecedings to he stayed untid he hag
pat m o sudlicient answer (e}, In the ense of w mald fide
defendant, the plaintift mny both exnet an answer, and n
addition to an ijunction, is entitled to an account or
mquiry ns to damndges, nnd i some eases, as we have
scen, to other velief,  Tle may therefore, m general,
bring the sait to a heariny, in order to obtmn sueh
ndditionad reliefs Fven in this ense, he 13 not. at hiberty
to vex the defendant unnecessarily, 1) thevefore, the
defendant offers to submit to a perpetunl mjunction with
costs, and at the time of the offer, or subsequently onthe
nuswer conng i, 1t was clenr that any relief beyond this,
such as an necount or ingquiry as  damages, would be
barren ; the plintift at the hearing will run the risk of
cetting no more ecosts than he would have got had he
necepted and acted upon the ofter (d).

[oxeept e eases of bad faith, negottions antecedent
Lo the suit cimot be taken notice of) unless they amount
to a binding release of the eanse of suit (o).

Ju aease where the plamtifts failed beeanse theiwr mavk
contained a msrepresentation, bat the Court did not
approve of the detendant’s conduet, the bill was dismissed
without costs (£).

() Kelly v, Jlebton, VY, & C,COU 10T Steplens v, Brett, 10 1L, T,
N. S 231, 12 WL R, o722

({l) Colbura v, Stmms, 2 Hare, H 13, 561,

() Feelsten~, Edilston, 1 De GO &S 1R85 Medndeew v, Bussett, 4
N RO In i dtvems v, Thomas, 2 Pr. & Sm, 29, 37, the plaintift was
not entitfed to an injunetion,

(f) Lf'HHhi' f'fnl”! f'nmr”“” (f.i‘m”i!’) V. I[HH‘J';“H“ I.t‘tt”H‘l‘ ('{nfh
Conepeny (Lmated)y) 33 1, W00 Chy 1949, 203, See Mocgrn v MeAda,

206 1.0, Ch, 225,233,



CHAPTER TV,
WHAT Is A TRADE-MARK,

It is not easy to say what is n trade-mark, m conse-
quence partly of its depending so mueh on crrcumstances
and the mode of user, partly of the carly decisions
having procecded on the ground of misrepresentation
and negatived any exclusive right in the name. For
istance, the plaintift was held to have no exclusive right
to the name “ Velno’s Vegetable Syrup,” and the de-
fendaut was allowed to sell it, if he did not represent 1t
to be of the plaintiff's manufactuwre («¢). The general
principle applieable to all cases of trade-marks and
similar rights is, that no one is pernitted to appropriate
the benefit of another’s reputation by adopting or closely
mitating the msignia under which that other sells lus
goods or carries on Ins business.  ‘The term trade-
mark was no doubt in the first instance applied to cases
where a trader marked his goods with some arbitrarvy
sign, such as a lion or an anchor, which became known in
the market as his mark (). But the law which was ori-
ginally applied to simple cases of this kind has been
extended to eases in which the term trade-mark would
not generally be used 1n reference to the subject imitated.
The name, colour, and general appearance of a line of

(n') Canham v, Jn}h‘H. 2 Ves, & D. 218,

() See Leather Cloth Company (Linited) v. American Leather Cloth
Company (Lontted), 11 H. of L., H3x,

Chap. .IV
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WHAT 18 A TRADE-MARIK.

omnmbuses (¢), or the title of a mwgazine (d), are -
stances of this.

This distinetion, however, i3 not of much practieal
unportance, mul we shall use the term trade-mark, or
some other word, so ns to comply ny nearly as may be
with ordinary usage.  But there 1s another division of
trade-marks and similar insignin which will be found to
be of some mmportance. They arve either arbitrary and
unmenning, a8 o lion or anchor, or they contain a state-
ment of fact. As trade-marks of the former kind any
unmeaning device, letters, or combination of letters and
numbers may be used (e).

So, also, any funcy nmune not before applied to the
article 1 question may be adopted, as “ Howqua's Mix-
ture” (f), ¢ Medicated Mexican DBalm” (g), ¢ Kxcelsior
Soap”’ (&), but words in common use, indicating quality,
as ‘‘ superior,” “ superfine ”’ (&), or the material of the
manufucture, ag “ parafiin” (i), or even fancy names in
common use in any particular trade (&) cannot be appro-
priated for purposes for which they are in common use.
The word “ pessendede,” Turkish for warranted, was pro-
tected 1n the case of watches intended for the Turkish
market, but possibly only in conjunction with the other
words and devices (I).

(¢) Knott v. Morgan, 2 Keen, 213,

() Macwell v, Hogy, Lo R, 2 Ch, App. 307,

(¢) RBansome v, Dentddly 3 Lo d. Cho Y615 Adnswortl v, Welinsley, 1.,
R. 1 Ilq. 518,

(f) DPulding v, Howe, 8 Sim, 447,

() Perry v. Trugfitt, 6 Beav, 73,

(h) Brahwn v, Dustard, 1 H, & M, 453 5 Hivst v. Denhoom, L, R, 14
Eq. H42.

(1) Young v, Macrae, 9 Jur. N, 5. 322,

(B Iilliams v, Osborne, 3 1T NS, 198,

(1) Gout v, Aleploglu, G Beav, 69, note,  Sce Browdhaorst v, Burlow:,
W. N. 1872, p. 212,
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The name of o country from whenee the materal for
the goods comes eaunot be adopted, if it 18 the only
country from whence the goods come, or if it 18 required
for, or is usually adopted ns, o designation of the goods
or the material for them, as “ Burgundy ” for the wine
of that countrv,  But otherwise a name of a country,
ns “ Anatolin '’ () (the old name of Anadoli), or of n
distriet, as ““ Scixo,” may be used (n).

A loeal name may of course be used, when it 18 em-
ployed, not i its ordinary meanmng, but in a metaphort-
enl or purely arbitrary manner, as *‘ Ithiopian ” (o),

(p), ns the

applied to black stockings, or ¢ Belgravin

title of & magnzine (g).
Cases not wnfrequently oceur in which a new article,
the manufncture of which 18 sometimes a seeret, 1s

brought into the market and designated by the name of
the mventor, or by some other distinctive appellation.
It the article 1s not protected by a patent, and there is
no secret as to s eamposition, any one else may make
and sell . It there 1s a sceret, any one who becomes
possessed of 1t without fraud or breach of trust (»)
may, unless restricted by agrecement or on the ground of
trust (s), make use of it. And in either cuse, if the

(m) Medndrew v, Bassett, 33 1.3, Ch 561,40 NUR12, 123, 4 De G,
Jo & 5. 3R0, (n) Nevwo v, Provezende, 1 R, 1 Ch, App. 192,

(o} Hine v, Lart, 10 Jur, 106,

(p) Mweowedl v, Hogy, L. R 2 Ch, App. 307,

() Motions forinjunction were unsuccessful in the following cases:
Colonial Life Asawcanee v, Home and Colonial Assiurance Comprtny
(Limitad}, 33 Beav, 549,33 Lo J. Che 7415 London and Provineial Fow
Asswranee Socvby v, London and Provinetad Jotut Stocl: Life Assiranee
Comprony, 11 Jdar, 9385 Losdon Assuranee v, Londow and 'H'v.ﬁ'ntfnsh'r
Asswranee Corporalion (Lowitay, 32 1, J. Ch. 664,

() James vy James, Lo ROUS By 421, 20 W, R, 434,

(Y Marison v, Moat, O Hare, 241,

g
—
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urticle s commonly known by the wone wineh the .
troducer ficst  grave i, though thin will not make the
name  common property (1), yet any subscquent dealer
may, 1t seemns, use this name, provided he does not lead
the publie to believe that the article in whieh he deals
has been made or sold by the original inventor or s
trade-successors (), and does not eall lnsg manufacture
‘“the only genuine” article (¢).  Thus, in JFidelsten v.
Vick (@), a property wns successfully asserted in the
name of a particular deseription of sohid-headed pins,
called  “Tayler’s ping,” but Wood, V.-C., thought
that there would be no objection to such an announece-
ment ag this—“1, John Smith, manufucture and sell
Tayler’s solid-headed ping” (). "This is pretty nearly
what happened in Stokes v. Landgraff (<), where the plain-
tiff, a glass manufacturer, invented and used certain
peeuliar names of quality, such as * Lake,” ¢ Cylin-
der,” which came into commmon use among glass-manu-
facturers as designations of quality. [t was held, that the
defendant was entitled to sell has glass as  Landgraft’s
It seems that 1f
an article 1s made accordimg to a seeret recipe, and the

L

Lake,” or * Landgraft’s Cylinder.’

inventor gives 1t a fancey name, but through acquieseence
or otherwise the right of property in the name ceases,
he and Ins trade-suceessors having the reeipe, ave alone

(1) Milliayton v, Foue, 3 My, & ('r. 338,

(1) Leather Cioth Company (Livaited) v Aericans Loather Cloth,
Company (Liwitedy, VU Ho of L 83D 5 Jewnes v dane s, Lo RT3 Ly,
421 ; Cenhoem vodones, 2 V& B 2185 Gron v Buoliey WON IRT2p,
39 3 Livhiy's Lrtracl of Mead Company v Hawhory, 17 1T, NS, 208,

() Joawes vodames (loe, cit)y, but see Socley vo Fisher, 11 Sin D81
arl pin,

(«) 11 Hare, 78, (Y 11 Hare, 80,

(z) 17 Barbour, N5, €', 609 (Am.),
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entitled to use the word “origimnl ™ i conjunction with  Chap. 1V,

the name (@) In oense where the article was ealled
by the name of the inventor, the Master of the Rolls
considered that any one who had honestly aecquired o
knowledee of the recipe might sell the artiele under this
mune simpliciter after the mventor’s death (b)), A name
mayv be common property as between wholesale and retal
denders, but not comnon as between retmal dealers and
the publie (¢).

The second division of trade-marks or msignia com- I’l‘"rl:':::

prises those which contain some statement of fuet. 'I'hus, jnvolving

rtatement

e some cases, the name of an article amplies that it s 250 0

protected by a patent, as ¢ Patent Plumbago Crucibles™ (d)
or * Ilavel's Patent Kitchener ™ (e).  Of a similar charae-
ter are labels on reels of cotton contnming numbers
expressing the gquantity upon the reel, or the words
“J. RO & OO P Crocketts, Manufacturers ” (f) as part
of the stamp upon leather eloth.

Direet and formal statements are also  frequently
annexed to the article, as testimomals, directions for
use (o), statements as to the composition of the artiele (1),
or the origin of the recipe under which it is made (i).

() Cockes vo Chandlery Lo Ry 1Y Eq. 465 Lazenby v, HWhite, therein
cited.  But see Browae v, Freeman, 4N, R 476, 12 W, R, 300,

(B James v James, L RO13 Eq. 421, 20 W, R, 434,

() Ford v, Foster, Lo RO 7 Ch, 611,

(v Margan v MeAdamn, 36 L., J. Ch, 228,

(r) Flavel v, Ifu}‘rf.\'rm, 10 Hﬂ.l‘l‘, 407,

(f) Leather Cloth Company (Limited) v, Awerican Leather Cloth
Company (Limited), 11 H. of Lda, 523,

() Franks v, Wearer, 10 Beav, 297 ; Sedon v, Senate, cited 2 Vea. &
Bea. 2205 Abbott v, Bukers and Confectioncrs’ Tea Assoctation, W, N,
1871, p. 207 L1RT2, p. 31.

(h)y Pidiing v, How) 8 Sim., 447,

0 Porry v, Truefitt, 68 Beav, 73.
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Protection 13 not aflforded to distinetive msipin of thiy
kind 1f they contuin i themselves fnlse statements, or
nre caleulated to mislead the public as to materinl facts ().

T'hus, where a plantil issued fulse statements respeet-
ing the composition of “ Howqun's Mixture " tea (£), nnd
the origim of tue recipe for ¢ Medieated Mexiean Balm™ (),
he was left to bring his aetion and refused an injunction
1 the meantime ; but on the other hand, extravagant
representationg  respecting the value and effeet of a
plaimtift’s medicine (m) did not deprive him of an imme-
dinte remedy, being, probably, looked upon as mere
pufling ; so also with the name of a fietitious person, as
the cditor of o magazine (n).

Where the word ¢ patent” forms part of the trade-
mark, and either no patent has ever been taken out (o),
or the word is only adopted after a patent has expived (p),
the trade-mark will be refused protection. Under the
old practice, protection was refused until the pluintift
established his right by an action at law. Where a
patent has been taken out, and the trade-mark becomes
established during the existence of 1t, 1t 1s not quite clear
whether the word patent may continue to be used after
its expiration (q) or not. If 1t is desired to be so used,

() Leather Cloth Company (Lumited) v. Awmerican Leather Cloth
Company (Lunited), 11 1, of Lds. 523, 543.

(k) Pidding v, How, 8 Sim. 477.

(O) Perry v. Truefitt, 6 Bea. 73, 418,

() Holloway v, Holloway, 13 Bea. 209,

(1) Hogy v. Kirby, 8 Ves, 215,

(0} Fluvel v Harrson, 10 Hare, 167,

(p) Ldelsten v, Fick, 11 Hare, 78,

() Tt was saud that it might by Wood, V.-C.,in Edelsten v. Vick, 11
Hare, 78, but the decision has been questioned by Lord Kingsdown in

Leather Cloth Compuny (Linated) v. dwmerican Leather Cloth Company
(Lonited), 11 L Lo 5335 and Wood, V.-C,, in a subsequent case of
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patent (r).

As since 1862 the Cowrt of Chancery cannot retun a
bill with liberty to bring an action, it 18 to be presumed
that it will refuse to interfere altogether m censes where
there is materinl misrepresentation by the plaintifly or 1t
may try the case before a jury.

In a case at law (8) the plaintff having proved male
Sides agninst the defendant, was allowed to recover,
although his mark improperly contnined the word
“ patent.” DBut no objection scems to have been taken,
on the ground that the use of the word “patent” was a
fraud on the public, and the case, therefore, cannot be
relied upon as an authority that the courts of law act, 1n
such cases, upon different principles to the courts of
cquity,

Under the DMerchandise Marks Act, 1862 (), no
person is liable to prosccution for counterfeiting a trade-
mark which contains the word “‘patent” it that 1s a
misrepresentation (u).

But fraud, in order to disentitle a plamntiff to protection
i equity, must be embodied in the trade-mark, or the
trade itself must be fraudulent. And in such a case the
plaintiff cannot succeed at law. DMere collateral mis-

representations will not disentitle hun to relief either at
law or in equity ().

Moryan v. McAdam, 36 L. J. Ch, 228, said that he only considered
the word might continue to be used as part of the name of the article, as
‘““ patent pins.”

(r) Morgan v. McAdam, 36 L. J. Ch. 228.

(8) Sykes v, Sylkes, 3 Barn, & Cres, 541,

(1) 25 & 26 Viet, c. 88,

(1) Morgan v. McAdam, 36 L. J. Ch, 238,

() Ford v. Fostery Lo R, 7 Ch, 711,

Collateral
misrepre-
scntation,



His

Clinp. 1V,

Nume, how
fur o trando-
maurk,

WHAT 18 A TRADIE-MARK,

It 1y very common for n manufucturer to stamp iy
naume on his goods, which 1 time becomes o trade-mark,
and 1t 19 smid by Wood, V.-C. () to be as strong an
instance of trade-mark ay can he suggested.  But the
simple use of the name enuses great difticulty, beeanse
two traders may have the snme name, and 1t 18 inpossible
to prevent a man from using his own name.  The courts
have, however, restrained personsg from using their own
names, even apart from n trade-mark, in such n manner
as 1o represent their goods to be the goods of another,
although that other was only the successor of the original
maker, and had a different name (z).  But they cannot go
further, and such an injunction is not nearly so good a
protection ng an absolute one agninst all use. And it
may be that stricter evidence of misrepresentation would
be required 1n such a case, because the fact of misrepre-
sentation does not necessarily follow from the sale under
the given name, as 1t does where the seller has not the
same name, or has imitated the mark (¢). The name of
n manufacturer, therefore, 1s not a trade-mark in quite
the same sense as the mark of an anchor 1s.

By the Irench law for the registration of trade-marks,
a name must be ““ Sous une forme distinetive.”

The name of the place of manufacture may be
adopted (b), and has this advantage, that where the name

() Ainsworth v, IWulmsley, L. R. 1 Eq. Cla. 518.

(x) Croft v. Day, 7 Deav, 84; Lodyers v. Nowill, 6 De G, M. & Q.
G14; Holloway v, Hollowuy, 13 Beav, 209; Churton v. Douglas, Johns,
147 5 James v. James, L R, 13 Eq. 421, 20 W, R, 434,

() Sce Buryess v. Buryess, L. J. Ch, 675; Rodgers v, Nowill, 6
Hare, 337; Howe v. Howe Mdachine Company, 50 Barbour, 236 (Am.)

(b) Leather Cloth Compuny (Limited) v. emerican Leather Cloth
Company (Lvmited), 11 . L. 523; Motley v. Downman, 3 My. & Cr.
1; Hotherspoon v, Curric, L R. 5 Eng, & Ir. App. 508,
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of a place in the United Kingdom forms part of a trade
nnme or mark, counterfeits will be stopped at the Custom
House (e).

In the cases to whichh we have referred, a man has
employed his name to designate goods or hiy business,
but whether the Court of Chaneery can restrain the un-
anthorised use of o name in other enses has been the
subjeet of doubt.  In Clark v. Irecman (d) the cminent
physicinn, S James Clark, apphed for an injunction to
restrain the defendant from scelling o quack medicine
under the nmume of “ Sir James Clarke’s Consumption
Dills,” and from representing it as sold on his behalt or
under his sanction and approbation.  ‘The defendant
issued handbills ealenlated to create the unpression that
the pills were sold by the defendunt as agent of SirJames
Clark, and under his divect authority ; and there was
evidence that this impression had been actually pro-
duced. Lord Langdale, however, refused to interfere,
on the ground that, as Sir James Clark did not manu-
facture or sell pills, there was no damage to property.
The decision seems to be approved of by Lord West-
bury (e), but has been questioned by Lord Cairns (f) and
Sir R. Malins, the latter of whom says, “ It is perfectly
clear to my mind, at all events, that a man has a
suffictent property in his own name to prevent another
from falsely passing off, injuriously to his reputation,
medicines as personally prescribed by him, which might
cause a total loss of his professional character” (g).

(¢) 35 & 36 Vict. c. 20,4, 4, and 16 & 17 Viet. ¢, 107, s. 44,
() 11 Beav. 112.

(¢) 33 L. J. Ch, 200,
(f) Maxwell v. Hogg, L. R. 2 Ch, 310.
{9) Springhcad Spinning Company v. Riley, L. R, 6 Eq. 551,  As to

I
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There ean be no doubt that issuing quuek medieines
wnder the nnme of an emiuent physician s an tmpudent
fraved upon the publie, and one that may do harm to the
ignorant and mexperienced, and it 15 to be regretted that
the ermmnal law does not aflord summary redress agaist
such mnpostors. In Lord Byron v. Jolhuston () the
Court neted upon the prineiple that it had jurisdietion
to restraan the defendant from  pubhishing, ay Lord
Byron's, poems which were not his; but the case 1s very
shortly reported (i).

A defendant mny be restrained from representing ham-
self as suceessor to o person, who, m fact, has not
retired from business at all ().

The nature of the jus in rem, or property, which a
person has in his own name will be readily understood,
and 1n many cases 1t is protected by the Inws agunst
forgery, or by other eriminal sanctions (£).  I'he question,
which will be discussed hereafter, how far names of indi-
viduals can be subjects of transfer, 1s not without difficulty.

The Merchandise Marks Act, 1862 (), containg the
following definitions for the purposes of the Act, of the
terms ““ mark 7 and ¢ trade-mark.”

the nature of professional reputation, sce Austin on Jurisprudence,
table ii. note 3, C.b. p, 980 (3rd edit.).

(h) 2 Mer. 29.

(1) Sce also Arehbold v, Sweet, 1 M. & R. 162, and Prince Allert v,
Strange, 1 Mac, & Gor, 25, 403 Routh v. B ebster, 10 Beav, 561 ; Daxon
v. Holden, L, R, 7 Eq. 4885 Mulkern v, Ward, L. R. 13 Eq. 619.

(7) Harperv. Pearson, 3 L. T. N, 8. 547 ; and see Edgington v. FEdy-
engton, 11 L. T. N, S, 199 ; and Christie v, Christie, W, N, 1873, p. 7;
and as to ¢ Agent” see Wheeler and W ilson Manufucturing Company
v. Shakespear, 39 L. J. Ch. 36.

(k) MeAndrewv. Dussett, 33 L.J. Ch. 566, 4 N. R, 14. Sce the last
paragraph but one of the pulgment.

(1) 25 & 26 Vict. ¢. 88, s, 1.
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The word “mark ™ shall imelude any nnme, signature,
word, letter, device, emblem, figure, sign, seal, stamp,
dingram, label, ticket, or other mark of any deseription,

And the expression * trade-mark,” “ shnll inelude any
und every such name, signature, word, letter, device,
cmblem, fignre, s1igm, seal, stamp, dingram, label, ticket,
or other mark of any other deseription, lawfully used by
any person to denote any chattel or, in Seotland, any
article of trade, manufucture, or merchandise, to be an
article oy thing of the muanufacture, workmanship,
production, or merchandise of such person, or to be an
article or thing of any peculiar or particular description,
miude or sold by such person, and shall also include any
name, signnture, word, letter, number, figure, murk, or
sigiy, which In pursuance of any statute or statutes for
the time being 1 force relating to registered desigus, is
to be put or placed upon or attached to any chattel or
article during the existence or continuance of any copy-
right or other sole right acquired under the provisions of
'’ By scction nine there 1s
excepted from this definition ““any name, word, or
expression, generally used for indicating such chattel or
article to be of some particular class or description of
manufacture only.”

No company can be registered in accordance with the
Companies Act of 1862, under a name identical with that
of a pre-existing company, or so nearly resembling it as
to be likely to mislead the public ().

such statutes, or any of themn.’

Most of the cases of trade-marks or insignia with
which we have hitherto had to deal, have bLeen of a
simple character, so far as regards external appearance.

(m) 25 & 26 Vict, c. 89, s. 20.

Name of
company,

Complex
Insignia,
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Dut cases ocemr where they arve of o more complex
natore, nud i, will be nseful to vefer particnlurly to some
pecubun instancees of this sort,

The cases of magazines, newspapers, mul other perio-
dieals, are among the earliest mstanees mowhich property
e wome or title was recogmsed and proteeted by the
Court of Chaneery.  In Hogy vo Kirby (0), the plamtifl
was the proprictor of n work puabhished in monthly
mubers, nuder the title of the “ Wondertul Magzine,”
The defendant pubhshed the first five nuimbers by agree-
ment with the phantifl] after which the agreement was
deternnned, and the defendant eeased to be the publisher.
T'he fifth nunber was pubhished m December 1802, and
on the Ist of Janmmuy 1803 the defendant published the
first number of a monthly pertodieal,  ealled  “ The
Wondertul  Macazine, New Sertes, Tmproved.,”  This
publication, thongh not exactly similar to the plaintit’s,
was so contrived as to lead to the belief that 1t was n
continuation of the phkantitt’s publication,  The device
on the cover was the same, though not exactly sumilar in
the execution,  Kirby's number took up the smne article
im continuation which had been left unfimished m the
middle of a sentenee by the plamntut’s fiftth nwnber, and
commenced with the word at the hottom of the 1ist page.
A desceription and a print of a remarkable character were
introduced, which had been promised in the plantift’s fifth
number, as part of the contents of the sixth.  The defen-
dant’s number also contained i a separate half-sheet, n
short index of the contents ot the pluntifl’s first five
numbers, under the name of an mdex to the first part.
T'he execcution of the two works was generally similar.

) B Vs, 210, Svee, too, Mk v, Polter, Lo R, 14 B 431,
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Lovd Fldon granted aninjunetion vestenining the defen- Chap, 1V.
dant, not only from publishing any copy of the pluintift’s —
work, but nlso ¢ from printing, publishing, or exposing

to sule, any other work or publieation, as, orv beimg,
continuntion of the plaintift’s work.”  The ground of

the decision as stated by Lord Eldon m the judgment,

and ns further explained in Longman vo Winelester (o),

was that the defendant’s publication had been ““ handed

out to the world as the continuntion of the plamtift’s
work.,” In FKdwmonds v. Benbow (p), s similer mjunction

wis granted e the ense of a newspaper called * The
Real John Bull;” and the proprictors of ¢ Bell's Lite

i London and Sporting Chroniele,” obtained an in-
junetion against the publishers of the “ Penny Bell's
[ife and Sporting News,” vestraining them from publish-

ing a newspaper under any  title, of which the words

“ Dell's Life™” formed part ().

The publication of an old edition 1in whieh the copy- Frandutent

publicition
of old

~ubsisting copyvright, will be restraied, but an advertise- edhition.

richt 1s expired, as a Iater edition m which there 1s o

ment stating that any addittional matter contamed i the
later edition, 1s spurious and of no value, 1s no subject
for an injunction, although, f untrue, 1t may found an
netion for libel ().

(0) 16 Ves, 260, "Tl See, too, Crabed! v Lye, 17 Ves, 335, 342,

(j) 20 I eh, I=21, A "IT 23 Seton on Deerees (3 editl), 905,

(?‘) ('liment v, ,Ufffhhr‘/r 1 (uf, ‘EIS: Letter I‘{‘[Hll‘tl‘ll o Jur, NN,
591 Prowctt v Moctimer, 200, NUS, L Dngunetions were relused
in Spottiswaode v Clapeley, 2 Phe 154 Maowd v Hlogg, 1, R 2 Ch,
D07 3 Dradbury v, Bectong 3% L J.Ch, D7 ¢ and an Noake v. Sy ",
Hopkins, 347 (Am)o Seey too, Keone v Hirrigy cited 17 Ves, 33
and as to th':_[l‘l‘t' of 1'{'41_1111 lanee, nymm V. ‘\f{f}', DJdur, NLS 047 : d.lhl
a~ to transfer of title of a newspaper, see nfrad,

(r) N l“r’r‘y V. 1‘1t'.-]rf*l‘, 11 :""*illl. s,

'f.



Chap, TV,

[ S— )

Nive, &,

of nonr,

Name and
B of
hotel,

Of an
ourmins,

WHAT Is A TRADE-MARK.

Musie publishers who had adopted origimal words to
an old Ameriean atr, which was re-prranged for them,
nnd had given to the song so composed, the name of
“Minnte,” and procured it to be sung by a popular
singer i London, hy which means it beeame n popular
song, pubhished it with o title pnge containing o pieture
of the singer and the words *¢ Minnie, sung by Madame
AT and Miss Dy at Jullien’s coneerts, written by George
BEnley,” Xeo Tt was held that they had acquired a properly
1 the name, title, and title-page of the song which n
rival musie publisher would be restranined from invading (s).

Property of the kind which we are consudering, exists
in the nnme and sign of an hotel.  "T'hus, the proprictor
of an hotel, which he opened as ¢ Trving House,” but
which beeanme generally known as ““ Irving Hotel,” was
held to have a property in both names (£).  In Anott v.
Morgan (1), the pluntitts and  defendant both ran
omuibuses between Paddington and the Bank.  The
defendant was vestrained from running omnibuses having
upon them such names, words, and devices as to form a
colourable mmtation of the names, words, and devices on
the ommnibuses of the plaintifis.  In an American case of
Marsh v, Dillings (), the plaintiffs agreed with the pro-
prictor of an hotel mm Boston, called ¢ Revere House,™
to provide conches at a railway station to convey eustomers
to the hotel, and the proprietor authorised them to put
upon their conches and the eaps of the attendants; as a

() Chappell vo Sheard 2 W, & 0 1T 5 Chappell vo Daridson, ibid,
123+ 8 De (4 M. & (4 1,

() Howard v, Hovtgee:, 3 Sandf, S0 0727 (Anw) g THoodiard v
Losary 21 Califorma Rep, (49 (A ).

(1} 2 Kveen, 213, Nee the observations of Wood, V.-, on this

case 1 Hoollam v, Bateligf, 1 HL & M. 261,
(¢) 7 Unshing, 322,
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" T'he defendant nlso

hadee, the words “ Revere House,
ran conches from the station to the hotel, and he put the
words “* Revere House™ upon them, aud upon the caps
of his ettendantse 1t was held, that the plantils were
entitled to recover dummges ngninst the defendant,  for
using these words, so as to lead passengers to believe
that he had the patronage of the hotel for the conveyanee
of pussengers, A trader who has adopted o peeuhar and
distinetive mode of making up or packing his goods, is
entitled to restrain an exact or colourable nmtation of
it (1),

A foreign State has a property in the credit of its
curreney, and cean therefore obtain from the Court of
Chancery an mjunetion restraimng the issue of spurious
notes, which purport to be, and are likely to be tuken to
be, issued by the publie authority of the State (2). This
right is 1 most eases protected by the eviminal law, and
consequently 1t 1s only in an exceptional ease that the
Court of Chaveery is appealed to.  The Crown, it is
coneeived, has similar rights in respect of the eurrency
of this country, but no case has arisen m which they
have been vindicated through the eivil tribunals.

(y) ool v, Hrth‘”ﬂ;] . & M. 200 Abbatt v, Dulrd cond Can-
Joectioners” Ton Adssoctation, WO NCISTL w2070 1872, pa 31,
) Fouperor of Austrie vy Day, 3 De G T & J. 217,

w3
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CHAPTER V.
ACQUISITION AND FRANSFER OF TRADE-MARKS.

A rape-mvank has been established, ag before stated,
to be property, but 1t 15 not property for all purposes.
It s merely the exelusive right of applving a particular
mark to particnlar goods, and the owner of such right
has no hiderest i the mark mdependently of such ap-
plication. It has heen compared to a singer's voiee (q),
1" Ul)liyl'igill., or n patent (h). It ditfers from n (:Up}'l‘ig]lt
and patent, ns 1 those eases the author or imventor has
benefited the pnublie by the mvention of something new,
to the reproduction of whiel he has an exclusive right.
A trade-mark s primarily for the benefit of the trader
alone, 1s not new, and may be used for other manutac-
tures,

In come eases 1t has been argued that a trade-mark,
if 1t 1s property, must be a monopoly Iike a patent, but
a patent excludes other persons from making the same
article, and mmprovements on the same article, A trade-
mark excludes no one from making the same article, but
only from using the saome mark or designation for it.
Fiven if o man has a right to the nanie of the article, as,
for instance, some partteular medicie, there 1s nothing

to prevent any one making the same medicine, or an im-

) Aisweorth vo Walslen) 1, ROT Bl 5205,
(I Nee L1 Ho, of Lds, 533,
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provement of the same medicine, and selling 1t as equal to,
or better than the original medicine (¢), only he must do so
honestly, and not print the ‘‘ equal to,” in very small letters
and the name of the original medicine in very large letters (d).

The object of a patent 1s to secure to an inventor the
pecuniary benefit of his invention ; the object of a trade-
mark is to secure to a trader the benefit of his reputation
and to protect the public from fraud or deception on the
part of a rival trader.

A trade-mark is therefore more like the goodwill of a
trade, and 1s acquired not by invention but by use and the
knowledge of such use in the market. 'Thus, it has been
said that a person has no rnght to prevent even the use
of s own name, unless with reference to the same eluss
of goods as are actually manufactured by him (¢). The
reason given is that pecuniary injury to the plaintift 1s
necessary to ground any relief at law or equity, and un-
less there 1s actval known user in the market, there can
be no pecuniary injury to the plammtift by the nse of his
name or mark by another.

Long use is not requirved ; 1t 1s only necessary that the
article should have been brought into the market under
the trade-mark (/). And, indeed, the fact that a person
finds it worth his while to imitate a trade-mark is
sufiicient to show that it is known in the market (g).

(¢) Edelsten v. Vick, 11 Hare, 85,

() Day v. Binning, C. P. Cooper, 89.

(¢) Clarkv. Freeman, 12 Beav. 1125 Leather Cloth Compan y (Limited)
v. American Leather Cloth Company (Limited), 33 L. J. Ch. 200,

(f) Hall v. Barrows, 33 L. J. Ch, 548, See Puyser v. Bruin, 17 L.
J. Ch. 141 ; Collins Comprny v. Brown, 3 K. & J, 425,

(¢) Mredndrewv. Bassett, 33 L. J. Ch. 561, 568, 4 De . J. & S, 380.
See [{ine v. Lart, 10 Jur. 1006,

.
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ACQUISITION AND TRANSFER OF TRADE-MARKS.

But mere advertisement prior to use is not sufh-
cient (&),

Trade-marks, titles of periodicals, ete., have sometimes
been registered under the Copyright Act (i), but 1t 1s
clear that no right is obtained by this means, and the
procecding seems quite useless (k).

As a trade-mark is acquired by use, it is necessary for
the plaintiff, in all suits for infringement, to show that
he or his predecessors used the mark before the defendant,
and that 1t was known in the market to be so used, a
proof which frequently causes some trouble and expense.
For although the Courts are inclined to presume from
the fact of 1imitation that 1t was so well known as to be
worth 1mitating, there ave cases where the mark s
alleged to be common property as the name of a par-
ticular quality of goods (1).

A person who has acqured a right to a trade-mark
retams that 1nght only while he continues to use the
mark ; if he discontinues the use, he loses the right of
preventing others from using it. The proper test of this
having happened 1s, that the use of the trade-mark by
other persons has ceased to deceive the public as to the
malker of the article, and the exclusive right to the use of
a fancy name as a trade-mark 1s not lost by the inventor
habitually using it in conjunction with his own name as
maker of the article (m).

Trade-marks may be acquired both by design and ac-

(h) Marwell v. Hoya, 1.. R, 2 (', 307,

(1) 5 & 6 Viet. ¢, 40,

(k) Maswell v, Hogy, L. R 2 CC AL 307 Kelly v, Hutton, L. R, 3
('h, 708,

() Millington v, For, 3 My, & Cr, 33K,

vy Ford v, Fostep, LR T Ch, 611,
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cidentally.  For instance, in Fdelsten v. Iodelsten (n) the Chap, V.
plaintiff having used designedly an anchor as a trade- ;.4..
mark for his wire, Lis wire consequently became known marks,
as ¢‘ anchor wive,” or * anchor brand wire.” And he was

held to have a trade-mark mm these names which had

grown up accidentally, as well as in the anchor (o).

In a great mumber of the cases where persons have com- Transmis-
sion of

plained of infringements of their trade-marks, they were trade-
not the original owners of the trade-marks, but the suc- ™M™
cessors in business of the original owners. No question
was ever raised to their right on this ground, but this
mayv partly have been owing tc their having themselves

)

in all cases used the trade-mark.
It is, however, now established, that a trade-mark in

the more limited sense of the termy, that 1s to say, a
mere arbitrary device or name, imvolving no statement
of fact, mayv in nll cases be transferred together with the
goodwill or business to which 1t belongs (p). Indeed
this principle was admitted as early as 1805, when 1t was
decided in Longman v. T'ripp (g) that the right to publish
a newspaper under a given titie was goods and chattels
within the Bankruptey Acts, and passed accordingly by
the assignment of the bankrupt’s property by the com-
misstoners under the old law., Tor, as 1s observed by
Wood, I.. J., “There 1s nothing analagous te copy-
right in the name of a newspaper, but the proprictor

()} 1 De G. Jo. & Sm. 165, 201,

(") See, too, Howard v. Heorigue,, 3 Sandfo S, €L 727 (Am,),

(p} Hine v, Last (1846), 10 Jur, 1065 Hall v, Burrows (1563), 33 L.
J. Ch. 205, overruling 32 L. J. Ch. 848 Leather Cloth Company
(Limited) v. dmerican Leather Cloth Company (Limated), 33 L. J. Ch,
199, 11 H. of Lds. 523,

() 2 Bos, & Pull. N, R, 67,

F 2
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has a right to prevent any other person from adopting
the same name for any similar publication, and this
right i1s a chattel interest capable of agsignment ”’ (7).

As to trade-marks, or insignia involving statements of
fact, it 1s often said that they cannot be transferred, 1if
the transfer would be a fraud upon the public. Such
insignia, however, cannot be used even by the original
iventor, if they are, or when they become untruthful (s),
and of course a transferee takes them under a similar Iimi-
tation. So that, as snggested by L. J. Turner (¢), the re-
striction ‘“ applies rather to the use of the mark assigned
than to the power of assigning 1it.””  T'hus, the purchaser
of a business 1s 1n general entitled to carry it on under the
name or firm under which the vendor carried it on. 1f
however, the vendor’s trade-mark were such as to imply
that he personally took part in the business, it could not
be used by the purchaser without modification. ¢ T'he
question i every such case must be whether the pur-
chaser, 1 continuing the use of the origimal trade-mark
would, according to the ordinary usages of trade, be
understood as saying more than that he was carrying on
the same Dbusmess as had been formerly carried on by
the person whose name constituted the trade-mark ” (u).

So the use of the words “J. R. & C. . Crockett,
Manufacturers,” as part of a stamp upou American cloth,
by a company who had purchased part of the business
established by J. R. and C. P. Crockett, was, under the
circamstances, held to represent that the Crocketts per-

(r) L. R. 3 Ch.708, and see Er parle Foss, 2 De (. & Jo, 230
Platt v. Walter, 17 L. T. N. 5. 1567,

(s) Ante, p. 54,

(&) Bury v. Bedford, 33 L. J. (*h, 465, 469.

(#) 11 H. of Lds. 834, Sce Bioss v, Blonnier, 23 Barhour, 609 (An)
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sonally were concerned in the manufacture of the goods,
and thus to deprive the stamp of the right to protec-
tion (). Again, a person like an artist, whose name is
of value, as showing personal skill, cannot allow another
to use it (x). There are, however, many cases in which
n successor to a business, though he would not be at
liberty to use simpliciter the name of a person identified
with it, would still be entitled to denominate himself as
successor to that person (y), and to prevent any one else
from so describing himself (). And a trade-mark which
originally had a personal reference may eventually come
to be a mere arbitrary trade-mark, passing in the market
s nothing more than an indication of quality (a).

On the whole, therefore, it appears that by the
usages of trade, a trade-mark, even if it consists of
the name of one or more of a firm, will, in general,
pass to the successors in business of the firm, although
they bear a diferent name, because no one supposcs
that the members of a firm have necessarily the same
name as a firm. If a member of a firm for valuable
consideration releases to his co-partners, who continue
to carry on the business, his interest in the name of the
firm, he will be restrained from setting up a business
under that name or otherwise inducing the public to
believe that his business 1s identical with the business of
the firm. In Churton v. Douglas (b), the defendant,
John Douglas, was, under such circumstances, restrained

() Leather Cloth Company (Limited) v. American Leather Cloth
Company ( Lymted), loc, cit.

() 11 H. of Lds. 545.

() Hall v. Barrows, 33 L. J. Ch, 204, 207.

() Churton v. Douglas, Johns, 174, 190.

() 33 L. J. Ch. 207,
(b) Juhns. 174, See Burrows v, Foster, 1 N, R. 156.
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ACQUISITION AND TRANSFER OF TRADE-MARKS.

from carrying on business under the firm of ‘John
Douglas & Co.,” though he really had partners (¢). If a
partnership 1s dissolved and the assets have to be sold,
the trade-mark and the name and style of the firm must
be included in the sale (d), and a partner, unless he has
purchased them, will, after the sale, be excluded from
further use of them (¢); except that, if the name of one
of the partners constituted the style of the firm, that
partner will not be prevented from carrying on business
in his own name, but he will not be at liberty to add
anything to lead the public to the belief that his business
1s the same as the business of the late firm (f). But
1f the partners agree to divide the assets, each will have
a right to use the trade-mark, even though the mark is
the name of the firm, and one partner has the same name
and the other partner a different one (g).

In Motley v. Downman (h), Lord Cottenham thought
that the mark ““ M. C.7 on tin plates, having been aiways
used by owners of particular works, had become attached
to the works, and would, as a matter of course, be used
by a lessce.

It was at one time considered that the assignment of a
trade-mark was nothing more than a licence to the
nssignee to use 1t, and that, consequently, the assignor
might continue to use if, unless he had contracted not to

(v) As to a stranger pretending to he “successor” to a subsisting
fiem, see Hurper v, Pearson, 3 L. T. N, S, 547, and ante, p. 58.

(i) Hallv. Duarrows, loe, cit. 3 Bradbury v, Dickens, 27 Beav. 53 ; Lut
see Lew:ws v. Langdon, 7 Sim., 421, ef quere; Hookham v. Pottage, Li, R.
8 Ch. 910,

(¢} Hine v, Lart, 10 Jur, 106,

(f) See Lahouchere v, Duson, L. R, 13 Eq. 3223 Johuson v, Helle-
{ey, 34 Leav, 63, 2 D, J, & S, 146.

(v) Banks v, (fihson, 34 L. J. Ch, 592, 34 Beav, 566.
() 3 My, & (1, 1.



ACQUISITION AND TRANSFER OF TRADE-MARKS.

do so (i). DBut it is now established that the trade-mark
passes as property by the assignment, and the seller will
be restrained from using it himself (k) ; and he could
not, therefore, ordinarily assign it to more than one
person. But if a man has two places of business and
one trade-mark, as he could devise so he could probably
assign each business and the trade-mark to two separate
persons. .

That he can devise it, was decided by Wood, V.-C., in
the case of My. Dent, the clockmaker (I). There the
devisee of each business was held entitled to sue sepa-
rately against the infringer of their common trade-mark,
for an injunction, an account of profits, and payment to
the plamtiff of so much of the profits as he was entitled
to. But there would obviously be pgreat difficulty in
ascertaining this proportion,and it seems that the devisees
might, if they pleased, have sued jointly (m).

Dut many persons cannot be cntitled to the same
trade-mark, and partly on this ground it was held that
there was no trade-mark in a prize medal (n).

Questions have sometimes been raised as to the right
of an alien to have his trade-mark protected, and it is
now clearly settled that he has this right. The scientific
division of rights into jura tn rem and jure in personam
must not be confounded with the old division of actions
under English law into real and personal. As applied
to an action, the word * personal” is used with some

(1) See 1 H. & M. 285.

(Y Bury v. Bedford, 33 L. J. Ch. 565, As to assignment by
assignees in bankruptey, see Hudson v. Osborn, 39 L. J. Ch, 79.

() Dent v, Turpin, 2 J. & 11, 139, 30 L, J. Ch, 495 ; ace. Sowthorn
v. Reynolds, 12 L. T. N. &, 75.

(n) 2J. & H. 149,
() Duatty v, Hill, 1 H, & M, 264,
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varioty of meaning. - Most froquently it dosignates an
notion which doos not concern land or renl ostate. And
a porsonnl nction of this kind for the violation, in thiy
kingdom, of n right recognised by common law, may, in
gonoral, bo maintained by an alicn, though rosident
nbroad, as well as by a subject (o). So thattho action
may be maintainablo, although the right vmluted is o jvs
in rem, or pavinkes of the naturo of property ( ). An
alien, thereforo, though he does not carry on business
hero, and his goods are not sold here, may maintain an
nction or suit against any one who violates his trade-
mark in this country, on the same principle as permits
him to bring an action for libel or slander (g). In cases
coming within the Merchandise Marks Act, 18062, the
right of the alien is secured by statute (r).

(o) Pisant v, Lawson, 6 Bing. N, C. 90,
(p) SBco and consider Emperor of Austria v. Day, 3 Do G. F. &
J. 217 ; and Jefferys v. Doosey, 4 Ho. of L. 880.

(q) Collins Company v. Brown, 3 K. & J. 426; Collins Company v,
Cowen, 1bid, 428 ; Colling Company v. Reeves, 28 L., J. Ch, 6. The
rule is the same in the American Courts; Coats v. Holbrook, 2 Sandf.
N, Y. 686; Taylor v. Carpenter, 2 Sandf. N. Y. 603, 11 Paige (N. Y.),

_297; Taylor v. Carpenter (Massachusetts), 3 Story, 458 ; 2 Wood &
‘Min, 7. As to alien enemy, sce Collins Company v. Brown (loc. cit.).

(r) 26 & 20 Vict. c. 88, 8. 22, and see dofinition of “person” in
sect. 1.



CITAPTER VI
INFRINGEMENT,

Tur right of the ownor of a trade-mark 18, as we have Chap. VI.
seen, ajus in rem, that is to say, it springs from a com- -
mand which 18 addressed by the State to its subjects in
general, and, taking a simplo case as a type, requires them
to abstain from selling articles of the description to which
the owner applies the mark under that mark, or under
any other mark or device likely to be mistaken for it by
ordinary observers. According to English law, a person
who in fact violates a right of this kind in most cases
renders himself liable to an action, although he may have
had no intention of violating it, and may even have been
unaware of its existence. Instances of this occur in the
cases of trespass, and of infringement of patents or copy-
rights. But even in English law the rule is not universal,
and 1t seems to have no place in the Roman system (a).
It must not therefore be imagined that the right of a
trade-mark-owner is anything else than-a jus in rem or
proprietary right, because cases may occur in which un-
Iawful intention is a necessary element of infringement.

The cases in which names or arbitrary marks are appro- Trade-

priated without alteration by persons who have no right fcﬁ;u,

copied,

(v) Dig. vi. tit. 1, 1. 60; Dig. ix, tit. ii. 1.5,§2,1.7,§2,1.30,§ 3;
Dig. xxvi. tit. 7, 1. ult,




T4 INFRINGEMENT,

Ohap. VI, to uso them, do not eall for any furthor romark. Iere,

- 7 ag wo havo seon, tho bona fides of the defondnnt iy in
equity at all events no bar to the pluantift’s right to an
injunction,

It happens, however, in fur the larger number of cases
that the wfringement ig intentional, and perpetrated with
the view of defrauding the public. A court of justice,
when this is establishied, naturally givos the wrong-doer the
credit of doing something which had a tendency to effect
the objoct he had in view, and seldom, if ever, stops to
inquire whether the imitation is so clumsy as to be likely
to mislend no one. 8o that very often the ques *ion of
infringement practically resolves itself into a question of

Imitation  the defendant's intention.  1'his 18 especinlly truoe where

;ii,ﬂ:u,nmu the imitation 18 not exact, but differences are introduced

varintion.  which the trade-mark-owner alleges to be colourable only
and insuflicient for his protection (b). In Croft v. Day (c)
the defendant was charged with imitating the labels on
the plaintiffs’ blacking-bottles. The plaintiffs carried on
business under the firm of Day and Martin, at 97, High
Holborn ; the defendant sold his blacking as of the manu-
facture of Day and Martin, 90§, Holborn Hill. In giving
judgment, lLord Langdale observed :

‘““ It 1s perfectly manifest that two things are required
for the accomplishment of a fraud such as is here con-
templated. First, there must be such a general resem-
blance of the forms, words, symbols, and accompaniments
as to mislead the public ; and, secondly, a sufficient dis-
tinctive individuality must be preserved, so as to procure

for the person himself the benefit of that deception which

(b) TWotherspoon v. Curric, L. R. 5 Eng. & Ir. App. 508,
(¢) 7 Beav. 83.
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tho gonornl resemblanco 18 enleulated to produce. '1'o  chap. VI

linve n copy of tho thing would net o, for though it might -

mislead the public in one respect, it would lead them back
to thie place whore they wore to get the gonuine article,
an imitation of whichu is improperly sought to bo sold.”

It hay elearly beon Inid down that to avoid infringemoent
there must be such distinetion between the two marks ns
will prevent the deception of an ordinary purchaser buy-
ing tho goods over the counter, and not morely of u
mnnufacturor or of a person who carefully inspects the
two marks (d) ; but further than this it is impossible to
give any definition of what degree of resemblance is
HCCCBBNYY.

The difficulty of determining whether resemblance
nmounts to mfringement 18 increased where that which
the plaintiff claims as Ins peculiar mode of denotation
consists of a combination of circumstances, such as
method of packing, shape and colour of labels or wrappers,
and the like, some of which are undoubtedly in general
use in a particular trade. Here the plaintiff must point
out some distinctive thing which the defendant has imi-
tated, and 1n all the cases which have hitherto occurred
the Court was satisfied that the plaintiffs’ insignia had
been intentionally imitated. This is analogous to what
happens in the case of a book, such as a directory, a
gazetteer, or a table of logarithms, compiled from open
sources. The plaintiff in such a case must prove not
only identity between his work and the defendant’s, but
also an animus furandi on the part of the latter (e).

(d) Rodgers v. Nownll, 6 Hare, 326 ; Shrimpton v. Laight, 18 Beav.
164; Scixo v. Provezende, L. R. 2 Ch. 196,

(¢) Cary v. Kearsley, 4 Esp. 168; Lewisv. Fullarton, 2 Beav. 6 ;
Jarrold v. Houlston, 3 K. & J. 708 ; Kelly v. Morris, L. R. 1 Eq. 697,

il By =l B e
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Chap. VL. Asd each engo turns very much: upon its own partioular

~ ciroumstances, nnd tho decisions ofton depond on the
union of several similnritios, thore is no ndvantage in
veferring to them i greater dotail (f).

(f) Tho similarity has been discussed in the following cases ;—
Hogg v, Karby, 8 Ves, 210 (magazine) 3 Spottiswonde v, Clarke, 2 Ph,
1h4 (almanack); Cheappell v, Davidson, 8 Do (. M. & (. 1 (song set to
music), Thoe following rolato to wrappers, stamps, &o., :—Jidelsten v.
Vick, 11 Hure, 78; Shrimpton v. Laight, 18 Beav, 164; Iranks v,
Weaver, 10 Beav, 207; Woollam v, Rateliffe, 1 H. & M, 269 (n peculiar
cane); Leather Cloth Company (Limited) v. American Leather Cloth
Company (Limited), 11 11, of Lds. 523; Blackwell v. Crabbe, 36 1, J.
Ch. 504 ; Footv. Lea, 13 Ir, Liq, 4903 FEdelsten v. Iidelsten, 1 Do G, Jo.
& Sm. 1856 ; Wotherspoon v. Currie, 1. R, b Ting. & Ir. App. 508 ;
Taylor v. Taylor, 23 L. J. Ch. 206 (namo and labels) ; London and
Provincial Law Assurance Society v. London and Provincial Joint Stock
Life Insurance Company, 11 Jur, 938 (name).
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Turnik are sovernl Acts (a) relating to persons n
Hallamshire, and within six miles’ compass of the sume,
who make knives, blades, scissors, shears, sickles,
cutlery, and all other wares of iron and steel.  And ny
the Inst Act the Acts are extended to persons excreising
the trade of manufacturers of steel, of saws and edge
tools and other articles of steel and iron combined having
a cutting edge.

'I'he Acts incorporate the persons exercising the above
trades as the masters, wardeus, searchers, assistants,
and commonalty of the compuany of cutlers of IInllam-
shire, and provide for the election of a governing body
and the regulation of apprentices and their admission as
freemen.

Formerly n person not a freeman of this company
could not carry on any of the above trades in Hallam-
shire, or within six miles of it, except by licence of the
company. Lhis was repealed in 1814, .and by the last
Act any person may become a freeman of the company
on payment of 20L.

One of the privileges of a freeman of the company was

(a) 21 Jac. 1, c.21; 31 Geo. 3, c. 58 ; 41 Geo. 3, ¢. Ixvii.; 54 Geo, 3,
c. exix.: 23 Vict. c. xliii. -

Chap, VIL.
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that o could have v mark gronted him by the company.
‘I'his mark was not to be the property of another freeman,
or to consist of a surname. It was mnade personal pro-
perty, and, subject to the life-interest of the owner's
widow, which was indefeasible, could be devised by will,
and would pass to the next of kin. A mark rent of 6d. n
year was to be paid, and if the execeutors did not * elnim
and pay the mark rent for such mark,” it was to be
deemed suvrendered to the company.

In 1814 it was enactod that any one, whether n freeman
or not, might tnke out & mmrk on payment of 40s, fee,
with an additional fee of 81, if the mark had ever been
nssigned to some one else and since surrendered.  T'his
mark was to be personal property, as in the case of n
freeman’s mark, but not more than one member of a
family was to have n right to use 1t at the same tume.

At the same time the mark rent was repenled, and 1t
wns also provided that no mark used i common amongst
the manufacturers of the above-mentioned goods in
Hallamshire should be granted.

A trade-mark granted to a freeman is said to be in-
capable of assignment. Iowever this may be, one
granted to a non-freeman is capable of assignment,
though whether it will pass to the assignees in bank-
ruptey 1s doubtful (D).

The Acts contain penalties for the infringement in
Hallamshire, or within six miles’ compass, of the trade-
marks granted under them.

A General Act of 1819 authorises manufacturers of
knives and articles with cutting edges to stamp the form
of a hammer on the goods, if they are forged by hammer,
and prohibits that mark if they are not so forged.

(b)Y Bury v. Bedford, 4 N, R. 180, 33 L. J. Ch. 465.
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The Act nlso forbids tho stamping on the above-
mentioned articles words indieating other than the true
quality thercof, and forbids the wuse of tho words
“London” or * London made,"” oxcept for goods made
in the city of T.ondon, or within twonty miles of it.

By 18 Geo. 1, ¢. 26, 8. 80, persons counterfoiting the
mark or name of a linen manufucturer in Scotland aro
linble to forfeit 100 to the manufacturer, to be recovered
before two or more justices of the pence, or any magistrate
or magistrates within any borough.

By 0 & 6 Wi. 4, ¢. 83, 8. 7,any one who improperly
uses the name of a patentee, or designates his article ns
patent, 18 linble to a penalty of 50L., to Le recovered in n
qui tam action.

An Act relnting to the hop trade contnins some specinl
provisions relating to trade-marks upon hops (e).

(kL

Clinp, VI,

Lineu,

Plll&)lltu

Hopa,

Counterfeiting the proof-marks upon gun-barrels and Glm

barrels

the hall-m~wrks upon gold and silver plate are made penal and halt

by statute (d).

(¢) 29 & 30 Vict, ¢, 37.

() The former hy 63 Geo. 3, ¢. 116, & 9; the lutter by 7 & 8
Viet, c. 22,

marks,
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CHAPTER VIIL

PROTIOTION AFIFORDIED TO BRITISH TRADI-MARKS IN
FORKIGN COUNTRILR,

In this chapter it is intended to give some account of
foreign lnw as to trade-marks, and to point out how far,
under the provisions of treaties or otherwiso, British
subjects, earrying on business in the British dominions,
can obtain protection for their trade-marks abroad.

The law as to trade-marks in Scotland is substantially
identical with that of England, and the authorities cited
in reference to such cases i the Scotch Courts are
almost entirely English. Three cases only, all turning
on points of practice, are to be found in the Scotch law
reports, and they are here noted for the convenience of
the Scotch practitioner.

In Wotherspoon and Co. v. Gray and Co. (a), the Court
was of opinion, upon inspection of the labels and wrappers
of the plaintiffs and defendants, that they were essentially
different, and refused to send the question to a jury.

In Green v. Shepherd (b), the question was considered
whether, in an action for damages for infringement of a
trade-mark concluding also for an interdict, the plaintiff
could, in any case, move for an interim interdict.

(@) 2 Macph. 38, 36 Jur. (Sc.) 24.
(b) 4 Macph. 1028, 38 Jur. (Sc.) 623.
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In Dixon v. Jackson (¢), an interim interdict was Ohap. VIIL
granted, undor the oircumstances, on the ground of
balance of convenienco,

The American law, so far as it 18 independent of United

. ‘ " Btates.
statute, 18 based upon the Fnglish anthorities. A col
lcction of the most important American cases has been
recently published by Mr., Rowland Cox (d).

We have already noticed that under the decisions of
the American courts a foreigner, resident and carrying
on business out of the United States, 18 entitled to have
his trade-mark protectod by the American courts (e).

A statute consolidating the law as to patents, copy-
rights and trade-marks was passed by Congress, and
approved July 8, 1870. The part relating to trade-
marks will be found in the Appendix. It is expressly
enacted that it shall not *‘ prevent, lessen, impeach or
void any remedy at law or in equity, which any party,
nggrieved by any wrongful use of any trade-mark might
have had if the Act had not been passed.”

The provisions of the United States statute apply (f)
to subjects of any foreign power between whom and the
United States reciprocity is established by treaty. As
there 1s no treaty between the United States and Great
Britain to this effect, and the privileges of subjects of the
United States in Great Britain depend upon the general
law, it seems that British subjects are not within the
statute.

Under treaties between Great Britain and Austria (g), Treaties.

(c) 5 Macph. 326.
(d) Cincinnati, Robert Clarke & Company, 1871. /

(¢) Ante, p. 72, note (g). (f) Sect. 77.
(g) 16th Dec. 1865, Art. 9. Hertzlet's Commercial Treaie s, vol xii.

174. This treaty extends to Leichtenstein, ibid. 175,
| ¢
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Chap.VIIT. Bolgium (), Columbia (i), T'ranco (k), Germany (1),

-y, § S i

Italy (m), Russia (n), and Prussin and the Zollverein (o),
British subjects enjoy tho same rights as natural born
subjocts 1n respect of trade-mavks.  DBritish subjects who
clnim the benefit of treatics or lnws of foreign countries
must of course comply with all laws as to rogistration,
deposit, or other wmattors which are in force in the
foreign country, and in the declaration between Iingland
and Russie (p) this is expressly provided.

The treatics already roferred to, except those with
Irance and Columbin, contain the usual clnuse giving
British subjects the same privileges as the subjects of
the most favoured nation, so that if a mode and place of
registration is provided for the subjects of any foreign
country, registration in that mode and place will give
British subjects the benefit of the treaty, if there are no
provisions expressly appheable to them.

There are no treaties directly referring to trade-marks
between Great Britain and Greece, Portugal, Spain,
Sweden or Norway, Switzerland, Turkey, or the United
States, but by express legislation or custom British sub-

L) 23rd July, 1862, Arts. 16 & 17, 11 Hertz. 70.

(z) 16th Feb. 1866, Art. 12, 12 Hertz. 372.

(k) 23rd Jan. 1860, Art. 12, 11 Hertz. 169, and Axt, 16 of the
treaty of 5Hth Nov. 1872, which will supersede the former if
ratified.

(1) 1st April, 1869.

(m) 6th Aug. 1863, Art. 12, 11 Hertz. 1115.

(n) 3lst Dec. 1858, Art. 20 10 Hertz. 1063 ; Declaration of 11th
July, 1871, Parl. Pap. 1871 [C. 412]. See App

(o) 30th May, 1865, Art. 6, 12 Hertz. 763, but this nnly extends to
the name or firm ; see wufrd. The articles referred to in the above
notes will also be found in Parl. Pap. 1872 [C. 633].

(p) 11 b July, 1871, Parl. Pap. 1871 [C. 412].

L ]
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jocts enjoy the samo privilegos as natives in Turkey () Ohap, VIIL,

and the following Swiss cantons :—Apponzell (1 ' odos
Iixtorieuros), Borne, Iribourg, Goneva, Lucorno, Nouf-
chatel, St. Gall, Schaffhaugen, Soleure, 'L'essin, Valais,
Vaud, Zurich (7).

In Denmark, according to an opinion given at -tho
Ministry of Justice, forcigners may claim the boenefit of
the provisions of the Criminal Codo of 1866 as to trade-
marks. Under scetion 278, if the mark bo eflixed to
nrticles inferior to the genuine, the infringer 1s liable to
imprisonment for a term varymg from five days to two
years; if the articles are not inferior, the infringer is
liable to o fine of 100 rix-dollars, and ultimately to
higher fines and imprisonment (s).

Under the project of the Portuguese Penal Code,
articles 296 and 297, the violation of a foreign trade-
mark is punishable with a fine of from 10,000 reis

(£2 4s. 6d.) to 100,000 reis (£22 4r, 2d.). It does not

geem clear from Sir Charles Murray’s report whether
this code has been promulgated ().

Commercial treaties between Great Britain and Den-
mark () and Spain (v) contain a clause gsecuring to
British subjects the same privileges as are or may be
granted to the most favoured nation. By treaty sub-
jects of Belgium, Italy, and Austria enjoy in respect of
trade-marks the protection of the Spanish laws., It is

() Reports on Foreign Trade-Mark Legislation, Parl. Pap. 1872
[C. 596}, p. 76.

(r) Ibid. p. 72.

(s) Ibid. p. 25.

(t) Reports on Ioreign Trade-Mark Legislation, Parl. Pap. 1872
C. 596], p. b6.

() 12th July, 1670, Art. 40, 1 Hertz. 201.
(v) = May, 1667, Art. 38, 2 Hertz. 155.

G 2
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thoreforo conceived that DBritish subjects are entitled to
similar proteotion.

In the commoereinl troaty with tho Netherlands thero
is & most favoured nations clause, somewhat less full I
its torms (w). I'ronch subjects are by their commeroinl
treaty entitled to protoction for their trade-marks (#), on
depositing two fac-similes at the Registry of thc Tribunal
d’ Arrondissement of Amsterdam (x).

The procedure of most, if not all, Continental coun-
tries gives the person whose trade-mark is invaded a
summary mode of obtaining redress by criminal proceed-
ings, and 1n some cases by confiscation of the articles
and award of damages.

The French law on the subject may be taken as a.
type of the laws of most Continental states. It 1s con-.
tained in a Law of 27 June, 18567, which is printed in the
Appendix. An abstract of its principal provisions will
be useful.

A French subject, or a foreigner having an establish-
ment in France, can obtain exclusive property in a trade-
mark by depositing two fac-similes at the office of the T'ri-
bunal of Commerce of his domicile. The deposit must
be renewed every fifteen years. Names in a distinctive
form, e. g., the fac-simile of an autograph, can be de-
posited as trade-marks. In consequence of the recipro-
city clauses of the commercial treaty between France
and Great Britain, British subjects and companies (y)
not having establishments in France, on depositing
their trade-marks at the office of the Tribunal of Com-

(1) 27th Oct. 1837, Art. 1, 5 Hertz. 338.

(x) See Reports on Foreign Trade-Mark Legislation, Parl. Pap.
1872 [C. 596], p. 54.

(y) Dalloz, Jur. Gen. (1866) Pt. I. p. 191.
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morco of the department of tho Heino, enjoy tho same Ohap VIIL.
benofits as ¥rench stibjects. I'orcigners having esta-
blishmoents in Franco are consideved, for the purpose of
the law, as French subjects. | |

The following persons are liablo to fino or imprison-
mont, or both, as specifiod in the law :—Those who have
forged o trade-mark, or made use of a forged trade-mark ;
those who have fraudulently applicd to their goods a
trade~mark belonging to another; those who have know-
ingly sold, or offered for sale, one or more articles
bearing a forged or fraudulent trade-mork ; those who
have made a fraudulent imitation of a trade-mark calou-
lated to deceive, or have made use of such an 1mitation,
or have knowingly sold, or offered for sale, one or more
articles bearing such an imitation,

Complaints of the infringement of a trade-mark may
be made before & Civil or Correctional court. A com-
plainant can, before commencing his suit, obtain, ez
parte, o detailed description by a proper oflicet, and upon
giving security, if required by the judge, a seizure and
detention’ of goeds alleged to be wrongfully marked.
But if he fails to commence a suit within a limited time
he - liable in damages for these acts.

The Court of Cassation decided that where the name
or mark of a British subject had, before the treaty of
1860, been commonly used in France, so as to become
public property, it could net again be made individual
property by registration under the treaty (z). But in
each of the cases in which this was decided, the Court
found as a fact that the name had been so long current

(z) Dalloz, Jur. Gen., (1864), Pt. 1. p. 452; ibid. (1865), Pt. L.
p. 197.
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Chop. VIIL a8 & more name of quality, that no one buying an article
7 go denoted would imagine he was buying the manufacture
of n particular maker.

I't will o obsorved that tho torms of tho German laws
given in the Appendix apply only to the unauthorised
use of & namoe or firm. Property in trade-marks in the
strict sense, 1. ¢., move arbitrary dovices, is not in general
rccognised i the German ompiroe, nor can tlle itnitation
of them bo made a ground of action or criminal proceed-
ingy («). There oxist, however, in certnin parts of the
cmpire, special laws affording conditional protection to
guch trade-marks ; as, for instance, in the Prussian Rhine
Provinces and Westphalia tho Law for the Protection of
I'rade-marks on Iron and Steel Products (August, 1847,
and Law of April 24, 18564, amending the same).

The Appendix containg the enactments applicable to

British subjects of the most important civihzed coun-
tries.

(«) Letter of Mr, Malcolm, Asgistant Scerelary to the Board of
Trde, to the Chairman of the Association of Chuambers of Commerco
of 6th October, 1872.
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An Act to amend the Law relating to the fraudulent marking of Appondix.
Merchandise, [7th August, 1802,] ———

Wurneas it is expedient to amend the laws relating to the
frawdulent marking of merchandise, and to the sale of merchandise
falsely marked for the purpose of fraud: Bo it therefors enacted
by the Queen's most excellent Majesty, by and with the advice and
consent of the Lords Spiritual and Temporal, and Commons, in this
present Parlinment assoembled, and by the authority of the same,
as follows :

1. In the construction of this Act the word “ person” shall in- Construes
clude any person, whether a subject of Her Majesty or not, and tion of
any body corporate or body of the like nature, whether consti- words,
tuted according to the law of this country or of any of Her Ma-
jesty’s Colonies or Dominions, or according to the law of any foreign
country, and also any. company, association, or society of persons,
whether the members thereof be subjects of Her Majesty or not, or
some of such persons subjects of Her Majesty and some of them
not, and whether such body corporate, body of the like nature,
company, association, or society be established or carry on business.
within Her Majesty’s dominions or elsewhere, or partly within Her
Majesty’s dominions and partly elsewhere ; the word ‘““mark” shatl
include any name, signature, word, letter, device, emblem, figure,
sign, seal, stamp, diagram, label, ticket, or other mark of any other
description ; and the expression ¢ trade-mark” shall include any
and every such name, signature, word, letter, device, emblem,
figure, sign, seal, stamp, diagrain, label, ticket, or other mark as
aforessid lawfully used by any person to denote amy chattel, or
(in Scotland) any article of trade, manufacture, or merchandise, to
be an article or thing of ‘the manufacture, workmanship, produc- -
tion, or merchandise of such person, or to be an article or thing *
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of any pocnlinr or partionlar desoription made or sold Ly such porson,

ond shall also include any name, signaturo, word, lotter, numbtr,
figuro, mork, or sign which in pnreuance of any statute or statutes
for tho timn being in force relating to reglstered dosigns is to be
put or placed upon or attached to any chattel or article during the
oxistonce or continnnnce of any copyright or other sols right ne-
quired under tho provisions of much statutes or any of tham the
word “ misdemennor” shall include crimo and offonce in Elwtlmul

and tho word “court ¥ shall includo any sheriff or slumll' ﬂubntitute
in Scotland.

2. Livery person who, with intent to defraud, or to (mnble another
to defraud, any porson, a]mll forgo or couuturfult OT CONEO OF Pro-
cnro to bo forged or countorfeited, any tmdu-mnrk, or shall apply,
or’ ¢cawgo or procure to he appliud, any trade-mark or any forged or
counterfeited trade-mark to any chattel or article not being the
manufacture, workmanship, production, or merchiandise of any person
denoted or intended to be denoted by such trade-mark, or denoted
or intended to be denoted by such forged or cuunterfmted trade-
mark, or not being the manufacture, workmanship, production, or
merchandise of any person whose trade-mark shall be so forged or
counterfeited, or shall apply, or cause or procure to be applied, any
trade-mark or any forged or counterfeited trade-inark to any chattel
or article, not being the particular or peculiar description of manu-
facture, workmanship, production, or merchandise denoted or in-
tended to be denoted by such trade-mark or by such forged or
counterfeited trade-mark, shall be guilty of o misdemeanor, and
every person 8o committing a mi.  meanor shall also forfeit to Her
Majesty every chattel and article belonging to such person to
which he shall have so unlawfully applied, or caused or procured
to be applied, any such trade-mark or forged or counterfeited trade-
mark as aforesaid, and every instrument in the possession or power
of such person, n.nd by means of which any such trade-mark or forged
or counterfeited trade-mark as aforesaid shall have been so applied,
and every instrument in the possession or power of such person for
applying any such trade-mark or forged or counterfeited trade-mark

as aforesaid, shall be forfeited to Her Majesty ; and the court before
which any such misdemeanor shall be tried may order such for-
feited articles as aforesaid to be destroyed or otherwise disposed of
as such court shall think fit.

3. Every person who, with intent to defraud, or to enable another ‘

Applying a
forged -
trade-
mark to
any vessel,
caso,

to defraud, any person, shall apply or cause or procure to be ap-
plied any trade-mark or any forged or counterfeited trade-mark to
any cask, bottle, stopper, vessel, case, cover, wrapper, band, reel,
ticket, label, or other thing in, on, or with which any chattel or
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articlo alinll be intonded to be sold or shall bo sold or uttered or
exposed for sale, or intended for any purpose of trade or manu-
facture, or shnll enclono or place auy chattel or article, or causo or
procurs any chattel or article to Lo onclosed or placed in, upon,
wider, or with any cask, botlle, stopper, vessel, caso, cover, wrappor,
band, reel, ticket, Iabol, or othuir thing to which any trade-mark
shall have Leen falsely applied, or to which any forged or counter-
feited trade-mark shall have beon applied, or shall apply ov attach
or couso or procure to bo applicd or attached to any chattel or
articlo any cnse, cover, reel, ticket, labol, or other thing to which
any trade-mark shall have been falsely applied, or to which any
forged or counterfuited trade-mark shall have been applied, or shall
vnclogo, place, or attach any chattol or articlo, or cause or procure
any chuttel or article to bo enclosed, placed, or attached, in, upon,
under, with, or to any cask, bottle, stoppor, vessel, case, cover,
wrapper, band, recl, ticket, label, or other thing having thercon
any trade-mavk of any other porson, shall bo guilty of a mis-
demeanor, and every person sn committing a misdemeanor shall also
forfeit to Her Majesty every such chattel and article, and also every
such cask, bottle, stopper, vessel, case, cover, wrapper, band, reel,
ticket, label, or other thing as aforesaid in the possession or power
of such person; and overy other similar cask, bottle, stopper,
vesscl, case, cover, wrapper, band, reel, ticket, lahel, or other thing
made to be used in like manner os aforesaid, and every instrument
in the possession or power of such person, and by means of which
any such trade-mark or forged or counterfeited trade-mark as afore-
said shall have been applied, and also every instrument in the pos-
Beasion or power of such person for applying any such trade-mark
or forged or counterfeit trade-mark as aforesaid, shall be forfeited
to Her Majesty, and the court before which any such misdemeanor
shail be tried may order such forfeited articles as-aforesaid to be
destroyed or otherwise disposed of as such court shall think fit.

4. Every person who, after the Thirty-first day of December, One
thousand eight hundred and sixty-three, shall sell, utter, or expose
either for sale or for any purpose of trade or manufacture, or cause or
procure to be sold, uttered, or exposed for sale or other purpose as
aforesaid, any chattel or article, together with any forged or counter-
feited trade-mark, which he shall know to be forged or counterfeited,
or together with the trade-mark of any other person applied or used
falsely or wrongfully or without lawful authority or excuse, knowing
such trade-mark of another person to have been so applied or used as
aforeseid, and that whether any such trade-mark or forged or counter-
feited trade-mark as aforesaid, together with which any such chattel
or article shall be sold, uttered, or exposed for sale or other purpose
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ns nloresaid, shiall Lo in, upon, ahout, or with such chnttel or article,
or in, upon, about, or with any cask, Lottle, stopper, vesscl, cus,
cover, werapper, band, reel, tickot, Tabel, or other thing in, upon,
about, or with which such chattel or article shall be so sold o
uttered or exposed for sale or other purpuse as aforvesaid, shall for
evory such offence forfeit and pay to Her Majesty o sumn of money
cqqual to the value of the chattel or article so sold, uttered, offered, ov
exposed for sale or other purpose as aforesaid, and o further sum not
exceeding IMive Pounds and not less than Ten Shillings.

0. Every addition to and every altoration of and also.every imita-
tion of any trade-mark which shall be made, applicd, or used with
intent to defrand or to enable any other person to defrawl, or which -
sliall causo o trade-mark with such alteration or addition, or shall
cause stich imitation of o trade-mark to resemble any gennine trade-
murk so or in such manner as to ho culeulated or likely to decelve,
shall be and be deemed to bo a false, forged, and counterfeited trade-
mark within the meaning of this Act; und every nct of making,
applying, or otherwiso using any such addition to or alteration of a
trade-mark or any such imitation of a trade-mark as aforesaid done
by any person with intent to defrand, or to enuble any other person
to defraud, shall be and be deemed to be forging and counterfeiting a
trade-mark within the meaning of this Act.

6. Where any person who, at any time after the Thirty-first day of
December, One thousand eight hundred and sixty-three, shall have
sold, uttered, or exposed for sale or other purpose as aforesaid, or
shall have caused or procured to be sold, uttered, or exposed for
sale or other purpose as aforesaid, any chattel or article, together
with any forged or counterfeited trade-mark, or together with the
trade-mark of any other person used without lawful authority or
excuse as aforesaid, and that whether any such trade-mark, or such
forged or counterfeited trade-mark as aforesaid, be in, upon, aboutt, or
with such chattel or article, or in, upon, about, or with any cask,
bottle, stopper, vessel, case, cover, wrapper, band, reel, ticket, label,
or other thing in, upon, about, or with which such chattel or article
shall have been sold or exposed for sale, such person shall be bound,
upon demand in writing delivered to him or left for him at his last
known dwelling-house or at the place of sale or exposure for sale by
or on the behalf of any person whose trade-mark shall have been
so forged or counterfeited, or used without lawful authority or excuse
as aforesaid, to give to the person requiring the same or his attorney
or agent, within forty-eight hours after such demand, full informa-
tion in writing of the name and address of the person from whom he
shall have purchased or obtained such chattel or article, and of the
time when he obtained the same; and it shall be lawful for any
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justico of tho pence, on information on oath of such demand and
refusal, to summon befors him the party refasing, and on being
sntisfied that, such domand ouglht Lo bo complicd with to order such
information to be given within a certain time to bo appointed by

him; and any such party who shall vofuse or neglect to comply

with such order shall for every such offence forfoit and pay to Ier
Majesty the swin of Five Pounds, and such refusnl or negloct shall
bo primd faete ovidonco that the person so refusing or negleeting had
full knowledge that the trade-mark togother with which such chattel
or articlo was sold, uttered, or oxposed for sale or other purpose
as aforesuid at the time of such selling, uttering, or exposing was
o forged, counterfeited, and false trade-mark, or was the trude-mark
of n person ahich had been uaed without lawful authority or excuse,
ns the case may be,

7. Kvery peraon who, with intent to defraud or to enable another
to defraud, shall put or cause or procure to be put upon any chattel
or article, or upon any cask, hottle, stopper, vesscl, caxe, cover,
wrapper, band, recl, ticket, label, or otlier thing, togethor with
which any chattel or article shall be intended to be or shall be
sold or uttered or exposed for sale, or for any purpose of trade or
manufacture, or upon any case, frame, or othor thing in or by means
of which any chattel or article shall be intended to be or shall be
exposed for sale, any fulse description, statement, or other indication
of or respecting the number, quantity, measure, or weight of such
chattel or article, or any part thercof, or of the place or country in
which such chattel or article shall have been made, manufactured, or
produced, or shall put or cause of procure to be put upon any such
chattel or article, cask, bottle, stoppei, vessel, case, cover, wrapper,
band, reel, ticket, label, or thing as aforesaid, any word, letter, figure,
signature, or mark for the purpose of falsely indicating such chattel
or article, or the mode of manufacturing or producing the same, or
the ornamentation, shape, or configuration thercof, to be the subject
of any existing patent, privilege, or copyright, shall for every such
offence forfeit and pay to Her Majesty a sum of money equal to the
value of the chattel or article so sold or uttered or exposed for sale,
and a further sum not exceeding Five Pounds and not less than Ten
Shillings,

8. Every person who, after the Thirty-first day of December, One
thousand cight hundred and sixty-three, shall gell, utter, or expose
for sale or for any purpose of trade or manufacture, or shall canse or
procure to be sold, uttered, or exposed fcr sale or other purpose as
aforesaid, any chattel or article upon which shall have been, to his
knowledge, put, or upon any cask, bottle, stopper, vessel, case, cover,
wrapper, baud, reel, ticket, label, or other thing, together with which
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sitch chattol or articlo shall bo sold or uttored or expored for anle or
othor purpose no aforesaid, shall kave beon so put, or upon any case,
framo, or othor thing used or employed to exposo or oxhibit such
chattol or avticlo for salo shall have been so put, any falso deserip-
tion, statoment, or other indication of or respecting the number,
quantity, measnre, or weight of such chiattel or arxticlo or any part
thereof, or the place or country in which such chattol.or article shall
have been made, manufactured, or produced, shall for every such
offenco forfeit and poy to Her Majosty o sum not exeeeding Five
Pounds and not leas than Fivo Shillings.. \

0. Provided always, that the provisions of this Aot.ehall not he
conotrucd sn as to make it any oftenco for any person to apply to-
ony chattol or article, or to nny cask, bottle, stopper, vesscl, caae,
cover, wrapper, band, reel, ticket, label, or other thing with which
such chattel or article shall be sold or intended to be sold, any
name, word, or expression genoerally used for indicating such chattel
or article to be of some particular class or description of manufacture
only, or 80 as to make it any oifence for any person to sell, utter, or
offer or oxpose for sale any chattel or article to which, or to any cask,
bottle, stopper, vessel, case, cover, wrapper, band, reel, ticket, label,
or other thing sold therowith, any such generally used name, word,
or expression as aforesaid shall have been applicd., |

10. In covery indictment, pleading, proceeding, and document
whatsoever in which any trade-mark shall be intended to be men-
tioned it shall be suflicient to mention or state th- same to be a
trade-mark, without further or otherwise deseribing such trade-mark,
or setting forth any copy or fac-simile thereof ; and in every indict-
ment, pleading, proceeding, and document whatsoever in which it
shall be intended to mention any forged or counterfeit trade-mark
it shall be sufficient to mention or state the same to be a forged
or counterfeit trade-mark, without further or otherwise describing
such forged or counterfeit trade-mark, or setting forth any copy or
fac-simile thereof,

11, The provisions in this Act contained of or concerning any Act
or any proceeding, judgment, or conviction for any Act hereby de-
clared to be a misdemeanor or offence, shall not nor shall any of
them take away, diminish, or prejudicially affect any suit, process,
proceeding, right, or remedy which any person aggrieved by such
Act may be entitled to at law, in equity, or otherwise, and shall not
nor shall any of them exempt or excuse any person from answering
or making discovery upon examination as a witness or upon inter-
rogatories or otherwise in any suit or other civil proceeding: Pro-
vided always, that no evidence, statement, or discovery which any
person shall be compelled to give or make shall be admissible in
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ovidenco against such person in support of any indictmont for a

misdomoanor at common law or othorwlse, or of any procecding’

under the provisions of this Act.

19, In evory indictment, information, conviction, plending, and
proceeding against any person for any mislemeanor or other offenco
aeninat the provisiona of this Act in which it shall be necessary to
allege or mention an intent to defrnud, or to cnablo anotlier to de-
fraud, it shall be suflicient to aliego or mention that the person ac-
cused of having done any act which is hereby made o misdemeanor
or other offence did such act with intent to defraud, or with intent
to onable somo other person to defraud, without alloging or mon-
tioning an intent to lefraud any particular person ; and on the trial
of any such indictment or information for any such misdemncanor,
and on the hearing of any information or charge of or for any such
other offence as aforesaid, and on the trial of any action against any
person to recover a ponalty for any such other offence na aforesaid,
it shall not be necessary to prove an intent to defraud any particular
person, or an intent to enable any particular person to defraud any
particular person, but it shall be sufficient to prove with respect to
every such misdemeanor and offence that the person accused did the
act charged with intent to defraud, or with intent to enable somo
other person to defraud, or with the intent that any other person
might-be enabled to defraud. .

13. Every person who shall aid, abet, counsel, or procure the
commission of any offence which is by this Act made a misdemecanor
shall also be guilty of a misdemeanor.

14, Every person who shall be convicted or found guilty of any
offence which is by this Act madg a misdemeanor shall be liable, at
the discretion of the court and as the court shall award, to suffer
such punishment by imprisonment for not more than two years, with
or without hard labour, or by fine, or both by imprisonment with or

without hard labour and fine, and also by imprisonment until the
fine (if any) shall have been paid and satisfied.

15. In every case in which any person shall have committed or
doue any offence or act whereby he shall have forfeited or become

liable to pay to Her Majesty any of the penalties or sums of money
mentioned in the provisions of this Act, every such penalty or sum
of money shall or may be recovered in England, Wales, or Ireland
in an action of debt, which any person may as plaintiff for and on
behalf of Her Majesty commence and prosecute to judgment in any
court of record, and the amount of every such penalty or sum of

money to be recovered in any such action shall or may be deter-
mined by the jury (if any) sworn to try any issue in such action, and
if there shall be no such jury then by the court or some other jury,
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ns the Court shall think fity or instead of any such nction being com.
mencod such penalty or spun of money shall or may in England or
Wules he vecovered by n summary proceeding hofore two justicen of
tho peaco having jurisdiction in the county or place whero the party
offending shall resido or have any plues of business, or in the
county or place in which the oflence slnll have been committed ;
and shall or may in Ireland be recovered in like manner by civil hill
in the Civil Bill Court of the county or place in which tho offonce
was commitled, or in which tho offender shall rerideoor have any
Place of businers ; and shall or may in Scotland be recovered hy
nction before the Court of Scssion in ordinary form or by summary
action before tho sherift of tho county where the offence shall have
been committed or the offender many reside or have any place of
busittess, which sherifly upon proof of tho oftence, cither by the con-
fession of the person offending or by the oath or aflimnation of ono
or more credible witnesses, shall convict the offender, and find him
linble in the penalty or penalties aforesaid as also in expenses; and it
shall be lnwlul for the sherifl in pronouncing such judgment for the
penalty or penaltics and costs to insert in such judgment a warrant
in the event of such penalty or penalties and costs not being paid to
levy and recover the amount of the samne by poinding: Provided
always, that it shiall be lawful to the sheriff in the event of his dis-
mirsing the action and assoilzing the defender, to tind the complainer
linble in expenses, and any judgment so to be pronounced by the
sherifl in such summary action shall be final and conclusive, and
net subject to review by advocation, suspension, reduction, or
otherwise,

16. In every case in which any such penalty or sum of money
forfeited to Her Majesty as hercinbefore mentioned shall be sought
to be recovered by a summary proceeding before two justices of the
peace, the offence or act by the committing or doing or which such
penalty or sum of money shall have been so forfeited shall be and
be decmed to be an offence and act within the meaning of a statute
passed in the twelfth year of the reign of Her present Majesty, in-
tituled ¢ An Act to Facilitate the Performance of the Duties of Jus-
tices of the Peace out of Sessions within England and Wales with
Respect to Summary Convictions and Orders”; and the information,
conviction of the offender, and other proceedings for the recovery
of the penalty or sum so forfeited shall be had according to the
provisions of the said Act.

17. In every case i which judgment shall be obtained in any
stuch action as aforesaid for the amount of any such penalty or sum
of money forfeited to Her Majesty, the amount thereof shall be paid
by the defendant to the sheriff or the officer of the court, who shall
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account for tho sanmo in like inanncr as other monios payable to Hor
Majesty, and, if it bo not paid, may bo recovored, or the amount
thereof lavied, or tho payment thoreof enforced, by oxceution or
other proper procecding, ay money duo to Hor Majesty : and tho
plaintil suing on behalf of Her Majesty, upon obtaining judgmoent,
shall bo entitled to recover and have oxocution for all hia costs of
pit, which shall include a full indemnity for all costs and charges
which ho shall or may have expended or incurred in, about, or
for the purposes of tho nction, unless the court, or a judge thoereof,
phnll direct that costs of the ordinary amount only shall be allowed,

18. No person shall commence any action or proceeding for the
recovery of any peualty, or procuring the conviction of any offender
in manner hereinbefore provided, after the expiration of threo years
next after the committing of the oftence, or one year next after the
first discovery thercof by the person procecding.

19. In every case in which at any time after the Thirty-first day
of December, One thousand eight hundred and sixty-three, any per-
son shall sell or contract to sell (whether by writing or not) to any
other person any chattel or article with any trade-mark thereon, or
upon any cask, bottle, stopper, vessel, case, cover, wrapper, band,
reel, ticket, label, or other thing togethier with which such chattel o
article shall be sold or contracted to be sold, the sale or contract to
sell shall in every such case be deemed to have been made with a
warranty or contract by the vendor to or with the vendee that every
trade-mark upon such chattel or articlo, or upon any such cask,
bottle, stopper, vessel, case, cover, wrapper, band, reel, ticket, label,
or other thing as aforesaid, was genuine and true, and not forged or
counterfeit, and not wrongfully used, unless the contrary shall be
expressed 1n some writing signed by or on behalf of the vendor, and
delivered to and accepted by the vendee.

20. In every case in which at any time after the Thirty-first day
of December, One thousand eight hundred and sixty-three, any person
shall sell or contract to sell (whether by writing or not) to any other
person any chattel or article upon which, or upon any cask, bottle,
stopper, vessel, case, cover, wrapper, band, reel, ticket, label, or other
thing together with which such chattel or article shall he sold or
contracted to be sold, any description, statement, or other indication
of or respecting the number, quantity, measure, or weight of such
chattel or article, or the place or county in which such chattel or
article shall have been made, manufactured, or produced, the sale or
contract to sell shall in every such case be deemed to have been made
with a warranty or contract by the vendor to or with the vendee that
no such description, statement, or other indication was in any mate-
rial respect false or untrue, unless the contrary shall be expressed in
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Appondix, somo writing signed by or on behalf of the vendor, and delivered to
and accopted by tho vendea,

In nuitsnt 21, In every case in any st at law or in equity against any pere
L’:}‘:&; M pon for forging or connterfeiting any trade-mark, or for fraudulontly
agninat applying any trade-mark to any chattel or article, or for solling,

persons for  exposing for enle, or uttering any chattel or article with any trade-

;'?mgd mark falsely or wrongfully applied theveto, or with any forged o
tr;ﬁi- counterfeit trade-mark applied thoreto, or for proventing the ropeti-
marka tion or continuance of any such wrongful act, or tho committal of
court may  any similar act, in which the plaintiff shall obtainia judgment or
:f_fﬁo o decreo ngainst the dofendant, the court shall have nower to direct
bo do- ovoery such chattel and article to be destroyed or otherwiso dispused

stroyod and Of ; and in every such suit in a court of law the court shall or may
may award upon giving judgment for tho plaintiff award a writ of injunction or
E’é:‘""““"' injunctions to the defendant, commanding him to forbear from com-
mitting and not by himself or otherwise to repeat or commit any
offence or wrongful act of the like nature as that of which he shall
or may have been convicted by such judgment, and any disohedience
of any such writ of injunction or injunctions shall be punished as a
contempt of comrt ; and in every such suit at law or in equity it
shall be lawful for the court or a judge thercof to make such ordor
as such court or judge shall think fit for the inspection of every or
any monufacture or process carricd on by the defendant in which
any such forged or counterfeit trade-mark, or any such trade-mark
a8 aforesaid, shall be alleged to be used or applied as aforesaid, and
of every or any chattel, article, and thing in the possession or power
of the defendant alleged to have thereon or in any way attached
thereto any forged or counterfeit trade-mark, or any trade-mark
falsely or wrongfully applied, and every or any instrument in the
possession or power of the defendant used or intended to be or
capable of being used for producing or making any forged or counter-
feit trade-mark, or trade-mark alleged to be forged or counter-
feit or for falsely or wrongfully applying any trade-mark ; and any
person who shall refuse or neglect to obey any such order shall be
guilty of a contempt of court.
- Persons 22. In every case in which any person shall do or cause to be done
aggrieved  any of the wrongful acts following ; (that is to say,) shall forge or coun-
?ﬂﬁ?;ﬁfms terfeit any trade-mark ; or for the purpose of sale, or for the purpose
cover of any manufacture or trade, shall apply any forged or counterfeit
damages  trade-mark to any chattel or article, or to any cask, bottle, stopper,
ag‘i‘li;‘-"*t the yessel, case, cover, wrapper, band, reel, ticket, label, or thing in or with
guartiis. which any chattel or article shall be intended to be gold or shall be sold
or uttered or exposed for sale, or for any purpose of trade or manu-

facture ; or shall inclose or place any chattel or article in, upon,
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under, or with any cask, bottle, atoppor, vessel, cose, cover, wrapper,
band, roel, ticket, labol, or othor thing to which any trado-mark shall
have beon falsoly applied, or to which any forged or countoexfeit
trade-mark shall have beon applied ; or shall apply or attach to
any chattol or article any caso, cover, roel, wrapper, band, ticket,
labal, or other thing to which any trade-mark shall have beon falscly
applied, or to which any forged or countorfeit trade-mark shall have
been applied ; or ahall incloso, place, or attach any chattel or article
in, upon, under, with, or to any cask, bottlo, stopper, vcasel, caso,

cover, reel, wrapper, band, ticket, label, or other thing having thoroon

any trade-mark of any other porson ; overy porson aggrieved by any
such wrongful act shall be entitled to maintain an action or suit for
dnmages in respect thercof againat the person who shall be guilty of
having done such act or causing or procuring the samo to be done,
and for preventing the repetition or continuance of the wrongful act,
and tho committal of any similar act.

23, In every action which any person shull, under the provisions
of this Act, commenco as plaintiff for or on behalf of her Majesty for
recovering any penalty or sum of money, if thedefendant shall obtain
judgment, he shall be entitled to recover his costs of suit, which
shall include a full indemnity for all the costs, charges, and expenses
by him expended or inourred in, about, or for ihe purposes of the
- action, unless the court or a judge thercof shall direct that costs of
the ordinary amount only shall be allowed.

24. In any action which any person shall, under the provisions of
this Act, commence as plaintiff for or on behalf of Her Majesty for
recovering any penalty or sum of money, if it shall be shown to the
satisfaction of the court, or a judge thereof, that the person suing as
plaintiff for or on behalf of Her Majesty has no ground for alleging
that he has been aggrieved by the committing of the alleged offence
in respect of which the penalty or sum of money is alleged to have
become payable, and also that the person so suing as plaintiff is not
resident within the jurisdiction of the court or not a person of suffi-
cient property to be able to pay any costs which the defendant may
recover in the action, the court or judge shall or may order that the

plaintiff shall give security by the bond or recognizance of himself

and a surety, or by the deposit of a sum of money, or otherwise,
as the court or judge shall think fit, for the payment to the de-
fendant of any costs which he may be entitled to recover in the action.

25. Nothing in this Act contained shall be construed to affect the

rights and privileges of the Corporation of Cutlers of the Liberty of

Hallamshire in the county of York, nor shall anything in this Act

contained be construed in any way to repeal or make void any of
the provisions contained in the fifty-ninth George Third, chapter

H
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soven, intituled, “An Aot to Regulato the Cutlory Trade in
England.”

26. Tho oxpreanion “ Tho Merchandise Markn Act, 18062,” shall Do
o nufliciont description of this Act («).

30 & 30 Vier. ¢ 20.

An Act to grant certain Dattics of Customs and Inlund Iguenue, and to
altcr other Dulics.

§ 1. This Act may bo cited as the Customs and Inland Revenue
Act, 1872

4. Thero shall be included among goods absolutely prohibited to
bo imported inwards, or in transit, any articles of foreign manufacture,
and any packages of such articles, hearing any name, brand, or mark,
whiclt states or implies that such witicles were manufactured at any
place in the United Kingdom.

Any name, brand, or mark which states or implics that any such
articles were manufactured at a town or place having the same nane
s o place in the United Kingdom, shall, unless accompanied by the
name of the country in which such place is situate, be decmed for the
purpose of this section to state or imply that such articles were
manufactured at a place in the United Kingdom.

. - .

Foreign Laws as to Trade-marks applicable for the protection of British
subjects.

A USTRIA.
[Parl. Pup. 1872, C, 596.]

Law for the Protection of Trade Marks and other Denotations.

I.—General Provisions,

§ 1. In this law marks are understood to be those special signs
which serve to distinguish the productions and goods of one trades-
man intended for the commercial market, from those of any other
tradesnmen (devices, ciphers, vignettes, and the like).

§ 2. A tradesman who wishes to gecure to himself the sole right to

the use of a mark, must have it registered according to the provisions
of the next division,

§ 3. No exclusive right can be acquired in marks which consist of
such signs ss are commonly used in the trade in particular kinds of

(a) As to an artist’s signature see now 25 & 26 Vict. ¢, 68, s. 7.
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gooda, nor in such an consiat, merely of lettors, words, or numbers, o Ayyandix,

of the arms of states ad countries,

§ 4. The oxclusive right to a mark precludon tho usoe thoreof by
othor tradesman only in regard to that kind of goods to which tho
productions or coinmercinl articlos of the trade for which tho protected
mark is intended belong,

§ 6. The right in marks continnes with the trade-undertoking for
which the marks are intended ; it oxpires therewith, and changea
owners therewith,

In tho lntter case, however, unless the business be carried on by
the widow or an heir under age, or on account of inhoritors or credi-
tors, the now ownor must have the mark transferred to his name
within threce months; otherwise tho right in them oxpires.

§ 6. No ono must arbitravily approprinte to himseclf tho name,
style, arms, or designation of tho establishment of another inland
trader or producer, for the denntation of goods.

§ 7. All that 18 said in this law about the denotation of goods, also
applies to the denotations aflixed to the packing, the receptacles,
wrappers, &c.

§ 8. The present law makes no alteration in the existing regulations
respecting the special distinguishing marks prescribed for certain
goods, particularly the stamping regulations,

1L~ Registration of the Marks,

§ 9. The mark for which a trader wishes to secure to himsel' the
exclugive right of use (3 2) must be delivered in two copics to the
Chamber of Commerce and Industry in the district whercof tue
industrial undertaking is situated, wherein use is to be made of it ;
one copy is to be inscrted in the Register of Marks, which is to be
kept by the Chamber of Commerce and Industry; the other is to
Le returned to tne party, with the certification directed in the fol-
lowing section.

§ 10. The appointed functionary of the Chamber of Commerce and
Industry is to set down on each copy—

() The running number of the register.

(b.) The day and hour of delivery.

(c.) The name in which the mark has been registered.

(d.) The designation of the industrial enterprise for which it is
intended.

And he ia to sign this notification, and to affix the official seal
thereto.

§ 11. The registration is subject to a duty of 5 fl., which goes into
the chest of the Chamber of Commerce.

" 2
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Appondix. § 12, With tho day amd the hour of the delivery of the mark at the

e -« Chamber of Commereo and Industry, the solo right to thoe use of the
mark begins for tho deporitor, and tho priority of tho cluim will he
adjudyged uccording theret, if the same mark should be deponited by
several tradesmen at the samo or af different. Chambers of Com-
merce and Industry,

§ 13, To tennsfor the right to a mark, as montioned in § 6, the
applicant must . produce proof of the ncquisition of thoe industrial
untlertaking concerned, |

The transfor is subject to the same duty us the first registration,

§ 14, The registers of marks are to bo open to every one'’s ingpec-
tion at the Chambers of Commerce and Industry,

III.—Incroachments, Infringements, and Penallies,

§ 106. Ivery encronchment on the right to a mark, whether by the
illegul appropriation or imitation of a mark, or by the cousmmption
of goods thus illegally marked, gives the injured party the right to
ingist on the stoppage of the further vse of the illegal mark and on
tho removal thercof from tho goods marked therewith, so far ns they
are intended for sule, Ile may also demand that the tools and
apparatus cxclusively or especially used for this purpose be made
uaserviceablc.

Claims by the injured party for compensation for the injury
suflered through the encroanchment on his right in a mark, are to be
decided according to the civil law.

§ 16. It is to be considered an imitation if the marks in question
cannot be distinguished without more than the ordinary attention.

§ 17. The provisions contained in § 15, are also applicable to any
one who—

(a) Illegally appropriates the name, style, arms, or the special
designation of another inland trader or producer  the denotation
of goods intended for sale ;

(b) Introduces into commerce productions or articles for sale which
are furnished with an unauthorized denotation of this kind.

§ 18, If the encroachment (§§ 15 and 17) has been knowingly
committed, a finc of from 25 to 500 fl, is to be imposed on the
offunder, besides any punishment incurred according to the general
penal law.,

§ 19. The punishment may be doubled on a repetition.

On a further repetition the offender is to be imprisoned for from a
week to three months, besides the fine.

§ 20. If the fine should seriously aftect the circumstances or the
means of subsistence of the delinquent or his family, or prevent him
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from making the compensation duo for the criminnl act, it is to bo
convorted into one day’s imprisonment for overy b fl.

§ 21. Tho punishing authority can also direct that tho sontonco ho
published.

§ 22. Tho amounts of tho fines go to the Poor Jund of the placo
whore the transgression has beon committed,

1V.—~Authorities and Procecdings,

§ 23. The procednro and decision respecting encronchmonts (5§ 16
and 17), a8 well ne the investigation and punishment of the trans-
gressions described in §§ 18 and 19, belong to tho political administra-
tive nuthoritics of first instance, according to thoe existing regulations®
for the proceedings and the course from Court to Court in industrial
disturbances and industrial transgressions,

The political authority also decides disputes respecting the right
in marks, the priority and transfer thereof, and respecting the
question of identity of marks.

But the decision of the claims for compensation mentioned in § 16
belongs to the Civil Judge.

§ 24. Criminal proceedings on account of the transgressions of law
described in this law can only be commenced on the application of
thio injured party, unless there be a criminal act involved, which,
according to the general criminal law, must be officially prosecuted
by the Criminal Court.

If, however, the injured party’ withdraws his application for
punishment before the official decision is made known to the defen-
dant, then he has, without prejudice to his private claims to
compensation, also to relinquish the demand for any punishment, as
well as any further investigation for the purpose of punishment.

§ 25, Whenever the question of an encroachment rests on the
comparison of two marks, the authority is to obtain a report from
unprejudiced professional persons.

At the reception of the report the parties are also to be present and
to be heard with their explanations and objections of any kind.
A report can only be opposed on account of objections against the

professional persons, or on account of want of form. If it is deficient
or indistinct, its completion may be insisted upon,
An inspection 1s not allowed.

§ 26. The injured party is entitled, even before the decision of his
complaint, to require the seizure or other custody of the goods marked
contrary to the provisions of this law, and the tools used for the
purpose. .

The political authority is immediately to order the same on
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DELGIUM~~DINMARIL,

Appondix. production of the copy of tho mark issucd snd atlosted accordiug
s £0 § 10,

It in loft, howover, to the judgmont of tho snid authority to require
a proliminary socurity for the affront and damagos to the defendant.

V. —Transitory I'rovisions,

§ £7. Even tho traders who at present use a mark can only acquire
tho exclusive right to it on tho conditions of this law,

§ 28, For this purposo the interval to the end of the month of Juno
1809 is granted to them, to the offect that by the registration of the
maork during this interval tho right is secured to ¢very ono of main-
taining tho priority of his mark used before the appearanco of thia

law, ovon against any one who may have anticipated him in tho

registration of the said mark, but has not actually made use of it up
to the introduction of this law.

§ 20, If, however, before tho operation of this law, scveral have
uscd the same mark, then of those who have this mark registered
within the interval fixed in § 28, he acquires the exclusive right in
the mark who proves that he has used it earlier than the rest. Any
dispute is to ho decided by the police authorities, nfter hearing the
contending partics, on the evidence of the proofs brought forward by
them as to the carlier commencement of the previous use of the
mark,

In those provinces where mark-registers (sign-rolls, &c.) wereo
kept with public attestation before the appearance of thia law, the
contents thereof, where no objection prevails to the contrary, are to
settle the question,

If, however, none of the contending parties can produce proof of
the longer use of such o mark than the rest, then the question must
be decided by lot.

§ 30. With regard to marks that are first brought for registration
after the 30th of June, 1859, no claim of priority can be derived
from any application of them before the appearance of this law.

BELGIUM.

The laws at present in force are of a remote date and incomplete.
It is under consideration to revise them. Sce Reports on Foreign
Trade-mark Legislation, Parl. Pap. 1872 [c. 596], p. 8. |

DENMARE.
(See ante, p. 83.)
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Lo¢ sur les Marquea de Fabrique ct do Commercs, du 23 Jusn, 1807,

Titre I.—Dw Droit de Proprists des Marques.

Articlo I,—La marque do fubrique on do commerco est facul-
tative,

Toutefoin, des déerets, rendus en la formo des xdgloments d’ndmi-
nistration publique, peuvent excoptionnolloment la déolarer obliga-
tuire pour les produits qw'ils déterminent,

Sont considérés commo marques do fabrique et de commerca los
noms egous forme distinctive, lea dénominations, embldmes, empreintes,
timbres, cachets, vignettes, reliefs, lettres, chiffres, enveloppes, ot
tous antres signes servant & distinguer les produits d’'une fabrigue ou
les objets d’un commerce. ,

Art. 2, Nul ne pout revendiquer la propri6té exclusive d’une
marue, 8'il n’a dépost deux exemplaires du modsle de cetto marque
au grelle du Tribunal de Commerce do son domicile,

Art. 3. Lo dépot n'a d’effet que pour quinze années.

Lo proprifté de la marque pent towjours étre conservée pour un
nouveaun terme de quinze années an moyen d'un nouveau dépot.

Art. 4, 11 est pergu un droit fixe d'un franc pour la rédaction du
procts-verbal de dépdt de chaque marque et pour le colit de I'expé-
dition, non compris les frais de timbre ¢t d’enregistrement,

Titre I1.—Disposttions relatives aux Elrangers.

Art. 5, Les étrangers qui posstdent en France des &tablissements
d’industrie ou de commerce jouissent, pour les produits de leurs
¢tablissements, du béneéfice do la présente Loi, en remplissant les
formalités qu’clle prescrit.

Art. 6. Les étrangers ct les Frangais dont les établissements sont
situés hors de France jouissent également du bénéfice de la présente
Loi, pour les produits de ces ctablissements, si, dans les pays oli ils
sont situés, des Conventions diplomatiques ont établi la réciprocitd
pour les marques Frangaises.

Dans ce cas, le dépot des marques étrangéres a lieu au greffe du
Tribunal de Commerce du Département de la Seine.

Titre I1I.— Pénalitas.

Art. 7. Sont punis d'une amende de cinquante francs & trois mille
francs et d’'un eprisonnement de trois mois & trois ans, ou de Pune
de ces peines seulement :

10

L™
Appunde.
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1, Coux qui ont contrefait une margque on fuit usngo d’uno margue

~—o—e= o contrefnito

2. Ceux qui ont frandulenscment appost sur lewrs produits ou los
objots de leur commorco uno marque appartenant & sutrui ;

3. Ceux qui ont sciciment vondu on mis en vente un on plusionrs
produits yovétus d'une marque contrefuite ou frauduleusvment
apposco,

Axt. 8, Sont punis d’une amende de cinquanto francs & denx
mille fruncs ot d’un omprisonnement d’un mois & un an, ou do I'une
des ces poines sculement :

1. Ceux qui, sans contrefaire une marque, en ont fait uno imita-
tion frandulouse de nature & tromper 'acheteur, ou ont fait usage
d'une marquo frauduleusoment imitéo ;

2. Ceux qui ont fait usage d'une marque portant des indications
propres & tromper Pacheteur sur la nature du produit ;

3. Conx (ui ont scicninent vendu on mis en vente un ou plusicurs
produits revétus d'une marquo franduleusement imitée oun portant
des Indications propres & tromper I'ncheteur sur la nature du produit.

Art. 9. Sont punis d'unc amende do cinquante francs & mille

francs ¢t d'un emprisonnement de quinze jours & six mois, ou de
Pune do ces peines seulement

. Ceux qui n’ont pas apposé sur leurs produits une marque
déclarée obligatoire ;

2, Ceux qui ont vendu ou mis en vente un ou plusieurs produits
ne portant pas la marque doéclarée obligatoire pour cette espdce de
produits ;

3. Ceux qui ont contrevenu aux dispositions des décrets rendus en
exéeution de PArticle 1 de la présente Loi.

Art, 10, Les peines Gtablies par la présente Loi ne peuvent étre
cumulbes.

La peine la plus forte est seule prononcée pour tous les faits anté-
rieurs au premier acte de poursuite.

Art. 11. Les peines portées aux Articles 7, 8, et 9 peuvent étre
levée au double en cas de récidive.

11 y a récidive lorsqu’il a 6té prononcé contre le prévenu, dans les
cing années antérieures, une condamnation pour un des délits prévus
par la présente Lo,

Art. 12. L’Article 463du Code Pénal peut étre appliqué aux délits
prévus par la présente Loi.

Arxt. 13. Les délinquants peuvent, en outre, étre privés du droit
de participer aux élections des Tribunaux et des Chambres de Com-
merce, des Chambres Consultatives des Arts et Manufactures, et des

Consells de Prud’hommes, pendant un temps qui n’excédera pas dix
ans.
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Lo tribunal peut ordonmnor afliche du jugemont dann les lienx Appendix,

(qu'il détermine, et son inacrtion intégrale ou par extrait dons les
journaux qu'il désigne, le tout aux frais du condamné.

Art. 14, Lo conflscation des produits dount In marquo semit recons
nue contraire aux dispositions des Articles 7 ot 8 peut, méme on cos
d’ncquittement, ftre prononcée par lo tribunal, ainsi que celle des
insteaments ¢t ustonsiles aynnt spécialement worvi & commettre lo
dclit,

Lie tribunal pout ordonner quo les produits confisquds soient remis
aun propriétaire do In marquo contrefnite on frandulousemont apposdo
ou imitée, indépendamment de plus amples dommnages-intérdts, 'l
y o licu,

11 preserit, dans tous les cas, la destruction des marques reconnuces
contraires aux dispositions des Articles 7 et 8.

Art. 16. Dans lo cas prévu par les deux premiers paragraphes do
PArticle 9, 1o tribunal prescrit toujours que les marques déclarGes
obligntoires soient apposées sur les produits (ui y sont assujettis,

Lo tribunal peut prononcer la confiscation des produits, s le
prévenu a encourny, dans les cing anndées antéricures, une condamna-
tion pour un des délits prévus par les deux premicers paragraphes de
I'Article 9.

Titre IV.—Juridictions.

Art. 16. Les actions civiles relatives aux marques sont portées
devant les tribunaux civils et jugées comme matidres sommaires.

En cas d’action intentée par la voie correctionnelle, si le prévenu
rouldve pour sa défense des questions relatives & ln propriété de
la marque, le tribunal de police correctionnelle statue sur lex-
ception.

Art. 17. Le propriétaire d'une marque peut faire procéder par
tous huissiers & la description détaillée, avee ou sans saisie, des pro-
duits qu'il prétend marqués A son préjudicc en contravention aux
dispositions de la présente Loi, en vertu d’une ordonnance du Prési-
dent du Tribunal Civil de premiére instance, ou du Juge de paix du
canton, a défaut de tribunal dans le lieu ot se trouvent les produits
a décrire ou  saisir,

L'ordonnance est rendue sur simple requéte et sur Ia présentation
du procés-verbal constatant le dépot de la marque. Elle contient,

51l y a lien, Ia nomination d'un expert, pour aider Phuissier dans sa
description. '

Lorsque la saisie est requise, le juge peut exiger du requérant un
cautionnement

peutios y Quil est tenu de consigner avant de faire proceder 3
& saisie, ~

11 est laixsé copie aux détenteurs des objets décrits ou saisis, de

ek dpe i rm e e 5l
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Pavdonnance et de Pacte constatant lo ddpht di enutionnomeont, 1o enn

—~ tohéant ; lo tout A poino do nullité ot de dommeges-intdréts contro

I'hwmissior,

Art, 14, A défaut par le requérant de a'8tro pourva, soit par In
voio civile, moit par la voie correctionnello, dans lo délai do quin-
Zaine, outre un jour par cing myrinindires do distancs outre lo liow
oft sy trouvent les objots déerits ou sainis ¢b lo domicilo de la partio
contre lnquelle Pretion doit 8tre dirvigée, In description ou saisio eat
nulle do plein droit, sans préjudice des dommages-intéréts ¢ui
pewvent Gtro réclamds, g'il y o liou,

Titve V.—Dispositions (éndrales on Tranasiloires,

Azt. 190, Tous produits ¢trangers portant soit la marque, roit lo
nom d'un fubricant résidant en France, soit l'indication du nom
ou du lien d'une fabrique ¥Frangais, sont prolibés a lentrde ct
exclus du teansit et de Ventrepot, et peuvent Ctre saisis, en quelque
licu quo co soit, soit & ln diligence de Vadministration des douanes,
soit & la requéte du ministére public ou de la partie léséo.

Dans lo c¢os ot I saisie est faite & la diligence de Vadministration
des douanes, le procds-verbal de saisie est immddiatement adressé
au ministére public.

Le délni dans lequel Yaction prévue par PArticle 18 devra dtre
intentde, sous peine de nullité de la saisie, soit par la partie 1¢sée ;
soit par le ministére public, est porté & deux mois,

Les dispositions de U'Article 14 sont applicables aux produits saisis
en vertu du présent Article.

Art. 20. Toutes les dispositions de In présente Loi sont applicables
aux vins, caux-de-vie et autres hoissons, aux bestiaux, grains, farines,
et géndéralement A tous les produits de Pagriculture,

Art. 21, Tout dépdt de marques opéré an grefle du Tribunal de
Commerce antéricurement & la présente Loi aura effet pour quinze
années, A dater de I'époque on 1a dite Loi sert exéeutotre,

Art. 22. La présente Loi ne sera exccutoire (ue six mois aprés sa
promulgation, Un réglement d’administration publique déterminera
les formalités & remplir pour le dépdt et la publicité des marques,
et toutes les autres mesures nécessaires pour Pexéeution de la Loi.

Art, 23. I1 w'est pas dérogé aux dispositions antérieures qui n'ont
rien de contraire & la présente Loi.




OLERMANY,

Tiur Qeamay Famemn,
[Parl. Pap., 1873, Q. 690.]

Art, 987 of tha Imperial Penal Code of May 15, 1871,

Whoever frandulently marks gooda, or the covers in which they
nre packed, with the namo or fiem of a native menufactnrer, pro-
ducer, or merchant, or knowingly traflicks in goods so fruudulently
marked, incurs a fine of from 50 to 1000 th,, or imprisonment not
exceeding six months,

A pimilar penalty is incurred when the Act is directed againat tho
native of a foreign State, in which reciprocity is guaranteed either
by public treaties or hy law,

Tho penalty is not evaded if, in marking the goods, the name or
firm is reproduced, with such slight alterations as to require par-
ticular attention to perceive them,

Art, 27 of the Commercial Code of 1869,

Whoever is injured by the unauthorised use of the name of his
lirm can demand from the person wsing it that he shall cease to do
40, and claim damages therefor.

The Tribunal of Commerce decides according to its free judgment
upon the question of infringement and on the amount of damages.

The Tribunal of Commerce can cause the decision to be published
at the expense of the party cast in damages.

Al ey e e, i

N ETHERLANDS,

(See ante, p, 84.)

—

PORTUGAL,
[Parl, Pap., 1872, C. 596.)
(See ante, p, 83.)

Project of Portuguese Penal Code, volume 2, page 103, book 2, purt 1
chapter G of title 2, only section, articles 206, 297, and 298_-?7;;

counterfeiting, usurping, or tmitation of manufaclurers’ or trade-
marks, and of manufacturers’ designs or models.

Artic‘le 206. The counterfeiting, imitation, or use of any national
or forcign mark, either imitated, or belonging to another person,
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Appendix,  With respect to commmercial producta or articlea of trade, amd the

~————= pelling or holding up tor sle of any product, or article, with a mark,

cither imitated, or helonging to another person, shall ho punished
with o tine from 10,000 reiw (2 45, bd.) to 100,000 vein (221, 4a, 2d4.)

§ Monufucturers’ ov trade-marks are signn uned for the purpose of
distinguishing the products of o manufactory, or the articles of a
cortiin tende, whether they be names under o distinguishing form,
cublems, stamps, vignetten, letters, or anything else that may be
intended to distinguish, or may really distinguish, in accordanco
with tho custos of places, and the usages of any manufactory, or of
trude, any product whatsoever, as woll an the particular place whenceo
it cam,

Article 297, Thoe imitation of a mark belonging to another person,
but without counterfeiting the samo, so that the purchaser mny bo
deceived as to the origin of the product, or of the place whenco it
cume from, the ude of an imitated mark, and the selling or holding
up for sale any products with imitated marks apon them, shall be
punished with o fine from 10,000 reis (26 44, 6d.) to 100,000 reis
(22, 45. 2d.)

Art. 208, Tho counterfeiting, using, selling, or holding np for sale
of any manufacturer’s counterfeited designs or models belonging to
others, either national or foreign, shall be punishable in accordance
with the rule laid down in the 29-4th Article,

§ 1. A manufacturer's design is any invention of the mind or of
taste, for the purpose of being reproduced in the manufucture by
means of texture, printing, &e,

§ 2. A manufacturer’s model 18 any invention of the mind or of
taste, for the purpose of being reproduced in the manufacture by
moulding, sculpture, chiseling, &e.

RussIiA.

Declaration respecting Prolection to Dritish and Russiun Trade-
Marks.

Signed at St. Petersburgh, July 11, 1871,

The Government of her Majesty the Queen of the United Kingdom
of Great Britain and Ireland, and the Government of his Majesty
the Emperor of all the Russias, having recognised the necessity of
defining and rendering more cflicacious the stipulations contained in
Article 20 of the Treaty of Commerce and Navigation between
Great Britain and Russia, signed on the 1Zth January, 1859, the
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undersigmed, duly authorlsed to that eflect, have agreed wpon the
following arrongements :—

Articlo 1, Tho offering for sale or the placing in cirenlation of
goods bearing counterfeit. British or Russian trade-marks, wlwrtfvtrr
fubricated, nhall bo comsidered ns o frandulent oporation prohibited
within the territory of the two States, and shall boe liable in England
to the penaltics preseribed by thoe Act of Parliament of 1802, s in
Russin to the penalties preseribed by Articles 173176 and 181,
inflicted by Judges of the Pence, and by Axticles 1666—1669 and
1671—- 1670 of the Penal Code (edition 1861).

Such frandulent operation shall give tho right before the T'ri-
bunals, and according to the laws of thoe country where it shall havo
heen proved, to an action for damages, at the suit of the injured
party, against those who may have been guilty thereof.

Art. 2. Dritish suljects who may desire to secure to themselves in
Russie. the proprictorship of their trade-marks, shall ho hound to
register them at St, Petersburgh at the Department of Commerce
and Manufactures,

In care trade-marks should hereafter Vecome subject to registra-
tion in England, the same rules shall be applied to Russian as to
English trade-marks,

Art. 3. The present articles, which shall come immedintely into
operation, shall be considered as forming an integral purt of the

Treaty of the 12th January, 18569, and shall have the same force and
duration ns the said Treaty,

In witness, &e.

[ Parl. Pap,, 1872, C. 596).
Penaltves under the Law of Russiareferred to 1 the above Declaration. ()

I. Under the Statute of Punishments inflicted by Justices of the
Peace :— |

§ 173. For giving falve weight or measure in the =ale, purchase,
or barter of goods or other chattels, and likewise for other decep-
tions in the quality or quantity of goods, or in cash settlements, or
in changing money, the guilty parties shall be condemned, if the
value of the goods shall not exeeed 300 1., to imprisonment for a term
of one to three months.

§ 174. The punishment specified in § 173 shall also he inflicted on
the following, viz. ;—

1. On whoever shall exchange for other things intrusted to him

for safekeeping, for carriage, tramsport, or any other means of
delivery.

2. On whoever shall induce another person to make over to him

{a} Presented to Parliament on the 24th J uly, 1871,
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IFOREIGN LAWSH,

money ov things by the communiention of fulse intolligonce, or by
holding out the prospeet of profitably  enterprise by pretended
oxponaes in any business, by obtuining donations for protended
benovolent purposes, or in any other fraudalont maennoer,

3. On whoover, having received panyment, shall not return the
promissory note, bill of exchange, or the nccount signed by thoe pur-
chasor, or slall not acknowledge on the smme the receipt of tho
money due thercon, with tho intontion of again claiming paymont,

4. On whoever, after receiving paymoent in full oft o dobt, shall
not return the security (or pledge) given by tho horrower in respect
of such debt, and

6. On wioever, not being fully empowered for the purpose, shall.
lend or give to others the pratuitous wsufruct of moveable property,
not belonging to himself, with the intention of benefiting by the
money due for such loan, or with the intention of obtaining any
other illegal advantage from such transaction,

§ 176, The punishment under § 173 may be increased to six
months’ imprisonment in the following cases i—

1. Whon the oflence shall have been committed by a person who
shall once before have been found guilty of robbery or fraud.

2. When the fraud shall have been committed by concert of several
persons.

3.  When, for the purpose of committing the fraud, cortain speeial
preparations shall have been made,

4, When the offender shall have inspired special confidence by his
social condition, his occupation, or by the nature of his relations
towards the defrauded party.

5. When the person defrauded shall have been a minor, or aged,
blind, or denf.

¢. When superstitious rites shall have been employed in the com-
mission of the fraud,

7. When the guilty party shall have represented himself to be the
attorney orservant of any person, or when he shall have assumed &
false name.

§ 176. The punishments under §§ 173-175, may be reduced by
one-half when the offences enumerated therein shall have been
accompanied by the circnmstances indicated in § 171 (b). In the case
of an attempt at fraud, or of participation in 1t, the rule laid down in

§ 172 shall be observed (c).

(b) The circumstances enumorated in § 171 are i(—

1. Voluntary restitution. o
9 Cominission of the offence from absolute destitution or want of work.

3. When the value of the thing stolen, &e., does not exceed 50 copecks.
(c) Attempts at robbery or fraud, as well as participation in tho same, are
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§ 181, Punishment for robbery, fraud, or approprintion or dissipn. Appondix.

tion of property, belonging to anothor person, rhall bo imposed by —

the superior tribunal in the following cascs, viz, i—

1. When the cviminal act shall have heen committed by a porson
of the noblo or ecelesiastical class, by n person bolonging to the monk-
hood, or by an honorury citizen, in nll cases without oxception.

2. When thesume shall have been committed by persons helonging
to any other class for the thind timo ; or, if only for the first and
scoond time, when the value of the property stolen, ote., shall oxcoed
the sum of 300 r.; or again, under the circumsiancos specified in
§§ 264—202, 203 (purt 2), 366, 208, 2,222—2,234, 2 240, 2,244, 2,203,
(part 2), 2,204, 2,200, 2,260, and 2,263 of tho Statutes of I'unish-
ments,

IL. Under the Statute of Criminal and Correctional Punishments ;

§ 1,065, Lvery abstraction of things, monoeys, or other moveables
belonging to other parties by means of any kind of deception, shall
be connldered as fraud.

§ 1,666, The punishment in cases of deception and frand enu-
merated in §§ 173-176 of the Statute of Punishments inflicted by
Justices of the Peace shall, when the value of the property exceeds
300 1., be as follows :(—

I, For the first olfence, deprivation of all special rights and
privileges, whether personal or acquired by service, and deportation
to Siberin, or Imprisonment in a convict correctional establishment,
in the 6th degree of § 31 of the Statute (d).

2. For the second offence, imprisonment in a convict correctional
establishment in the 4th degree of § 31 (e).

3. Yor the third offence, in a convict correctional establishment in
the 1st degree of § 31 (§ 698) (/).

§ 1,667. For the frauds and deceptions specified under §§ 173—176
of the Statute of Punishments inflicted by Justices of the Peace,
when the value does not exceed 300r.; and when the offender
belongs to the noble or ecclesiastical class, to the monkhood, or if he
be an honorary citizen, the punishment shall be deprivation of all
special rights and privileges, whether personal or acquired by service
and punishment on the basis of the foregoing sections of the said
Statute (§ 698).

punishable with the same geverity as robbery or fraud actually committed, but
the magistrate may reduce the punishment by one-half, according to the im-
portance of the guilt of the partics.—~Translator.

(d) Viz., deportation to tho province of Tomsk or Tobolsk, or hard labour
for 12 {0 18 months, —Translator.

(¢) Viz., deportation to Tomsk or Tobolsk for 1 or 2 years, or hard labour
for 14 to 24 years.

(f) Viz., 34 to 4 years' hard labour, —Translator.
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§ 1,608, Tf the person guilly of a frand slinll, for tho purpons of

—~———-- commilting the sume, have represonted himself as acting on behalf

of any Governmont oflice, Court, or nuthority, or shall have assumed
n rank to which hoe is not entitled, ho shall be deprived of: all specinl
vights and privileges, whether perronal or derived from his socinl
condition, and bo deported 1o Siberia; or he shall e imprisoned
in @ convict correctionn! establishiment wuder the 0th degreo of § 31
of the Statute of Punishimenta.

§ 1,669, 11 the person guilty of fraud shall, in representing himseld
to he an ngent of the Government, or an oflicer of the Imperinl or
Muunicipal Service, and for the purpose of committing the fraud, hava
put on the uniform or any badge of distinction appertaining to the
oflice which he shall have neswined, ho shall be sentenced under the
rules relating to cumulative erime (§§ 162, 189),

§ 1,671. The punishment to which a pevson guilty of fraud shall
be linble may, at the diseretion of the Cowrt, be incereased by ona
degree in the following cases,

(llere follow the cases specified under § 1756 of this Statute of
Punishments inflicted vy Justices of the Peace.)

§ 1,672, For the commisgion, for the third time, of a crime
recognised by law as o fraud, the guilty party shall be sentenced to
n deprivation of all specinl rights and privileges, whether personal or
acquired by service, and shall be deported to Siberia, or he shall be
imprisoned in o convict correctional establishment under the 3rd
degree of § 31 of the present Statute.

§ 1,673, Persons convicted of fraud more than three times shall ho
sentenced to a deprivation of all the rights and privileges appertain.
ing to their social condition, and be deported to Siberia as colonists,

§ 1,674, The punishment to which a person found guilty of fraud
shall be linble may, at the diseretion of the Court, be mitigated not
only by one or two degrees, but even by three degrees, if the crime
shiadl have been accompanied by the circumstances specified in
§ 1,663 (y).

§ 1,675, Persons found guilty of fraud shall be bound to restore all
that which they shall have fraudulently acquired, and shall pay
damages, on the basts of § 1,664,

Obsereations,—Cases of frand between parents and children, or
between man and wife, can only be prosecuted at the suit of the
person who shall have suflered loss by the commissiun of the crime.

() Tdentical with § 171 of the Statute of Punishments inflicted by Justices
of the Peace.—Translator,
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SPAIN.
[Parl, Pap. 1872, ¢, BOG).
(Mea aute, p. 83).

Itoyal Deeree of November 20, 1860, leying down the Idea to which
Muanufucturers muat conform 1 order to make legal the use of aad
Propncietary Right to the Trade Marks adopted by them with «
view to distingursh their Manufuclires,

Articlo 1. Ix order that manufacturers may make the usurpers of
the trade-marks and distinetive signs of their goods responsible, they
will in the first placo apply to the several (overnors of their
provinees for a certificate of mark.

Art. 2, Thoe petition of the manufacturer must be accompanied by
an explanatory statement clearly setting forth in detail the class of
stamp adopted, the figures and signs which it contains, the material
of which it is made, the substance on which it is printed, and the
name of its proprictor,

Art. 3. Should the manner of applying the mark be a secret, and
the parties interested anxious that it should o remain, this must be
atated in their petition, placing a statement of the procedure in a
sealed cover, which will only be opened in the event of litigation.

Art. 4. The Provincial Governors will forward to the petitioners
the certificates of presentation of their petitions, and within the
period of six days, and on their responsibility, will forward them to
the Ministry of Commerce, Instruction, and Public Works, together
with all the docurments sent in,

Art, b. After a report from the Director of the  Conservatorio do
Artes” as to whether the mark has already been used on articles of
the same class, the manufactuver will receive a certificate, showing
that he has presented and made good his claim to a distinctive mark,

its form together with all other circumstances being mentioned
minutely.

Art, 6; Within the period of three months, to count from the date
of the presentation of the petition to the Governor of the province,
the parties interested will pay the sum of 100 reals (h) to the Deposi-
tary of the University of Madrid, omitting which the certificate will
not be forwarded to them. The Director-General of Agriculture,

Industry, and Commerce, will sign this document, and a note shall
be made thereof in the “ Contabilidad ” of the University.

(h) At present the same sum is paid, but in ** papel de reintegro”’ which
must be presented at the Ministry of Fomento.,
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Appendix.  Arl. 7. Manufueturers avo nt liherty to adopt any distinetive mark
== for thenr mununfactures which they may deem proper, with tho
following exceptions ;—

Firstly, Thoe Spanish Royal Arms and Ordews and Decorations,
without they be duly authorlsed so to do.

Secondly, The dintinetive morks which others may have obtained
by o prior certificate,

Art, 8, Those manufacturers who are not provided with the
cerlificato to which Article 1 refers, will not be able to prosccuto
those who make use of tho distinctive mark cinployed by them in
their mannfuctures ; but should they have oltained ity not only will
they he authorised to make reclamation before the law courts againgt
the usurpers for the infraction of the penalty laid down in Article 217
of the P'enal Code, but likewise to demand indemnification for all
the damages and injuries done to them, With regard to this right
the ramo rules are to be obwerved as with respect to movablo
property,

Art. 9. A mark will alone be considered in use for tho effects of
the present deerce, of the existence of which the corresponding
certificate has been obtained.

Art. 10, The authorized and recogmised marks, of which certificates
have been furnished to the parties interested, will be deposited in the
‘“ Conservatorio de Artes,” those that have been granted in each
quarter being published 1n the “ Gazette” within the same period,
and at the end of the year a general statement of all that have been
granted in the course thereof,

Art. 11. In the event of litigation before the competent judge, a
sketch of the mark, together with an attested copy of the statemunt
mentioned in Article 2, will be brought forward.

Art, 12, Refers to rules of & transitory nature, the use of which
expired on November 20, 1851,

TURKEY.
[Parl. Pap. 1872, C. 596].

Regulation concerning the Trade-mark of Manufactured Goods and
Articles of Comanerce,

Chapter L.—Rights of Proprictors of Tradc-marks.

Article 1. THE names, seals, signs, letters, numbers, wrapping, and
other things stamped or impressed upon manufactured goods and
upon merchandise, for the purpose of publishing the place or name
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of the manufacture, or the namo of the manufucluver and address of
tho trader who sells them ; in faet, all the sign and stamp marks
intended for the purpose of distinction and speciality are nnmed
teade-marks,

Art. 2. There is no oblipation to adopt trade-marks for manu-
fuctured goods and merchandize,

$till, tho Government may, when necessary, order the adoption of
trade-marks for any manufacture,

Art, 3. No ono shall have the right of prosecuting any person for
{orging of tho mark which he may desacribo as his exclusive property
if previously he does not deliver and placo two samples of the mark
he may have adopted at the Civil Court of the principnl district
within which he resides, as is preseribed in the second chapter,

Arxt. 4. Tho marks oflicially placed and delivered, as mentioned in
the 3rd Article, can only have a duration of fifteen years, Tho ox-
cInsive right of tho mark, however, will be renewed if the samplea
of the marks are renewed every fifteen years,

Art. 5. A fec of one medjidié gold shall be charged for the certi-
ficate, to be delivered to the proprictors of the marks deposited,
This fee shall be remitted to the lueal municipal fund.

Art. 6. Foreigners cxercising any arl or trade in the Ottoman

umpire may avail themselves of the benefits and securities contained
i the present regulation by adopting a special mark for their manu-
facture or their articles of commerce, provided they observe the
present regulation ; and any case arising out of this subject shall be
tricd by the local tribunals, in accordance with the Article I, of this
Regulation.

Chapter IL—Respecting the Formalitics Required for the Deposit of
Trade-marks,

Art. 7. Any person desiring, as stated in the Article 3, to
deposit his trade-mark at the Central Civil Court of his province
may, if his mark can be stamped as a seal or a stamp mark, deposit
two specimens of it ; and if the mark is of a different nature, he
must deposit two samples of 1it, exactly similar to the original, with
the necessary explanations signed and noted by himself, or his
attorney.

He must, moreover, remit to the Council himself or through his
attorney, officially and properly named, any power of attorney or
other document to he there kept.

Art. 8. The chief clerk of the Council shall enter one of the two
samples in a sheet of a special book kept for that purpose, and shall
register the day and hour of the deposit, the name of the attorney of

1 2
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Appondix. the proprictor of the marle, if ho has any, the profesnion and addrenss

e e Of the proprictor of the mark, amd the nature of productions or goods
upon which the mark is to bo usced 3 ho shall also number consecn-
tively tho said sheets,  This registration will ho sealed or signed by
tho President and tho chiet clerk of the Court, and by the proprictor
of the mark, or his attorney.,

'The other snmple shall be gummed to another sheet of puper upon
which all the aforesnid registeations and numbers shall bo tran-
aeribed, and the bottom of tho sheet shall bo signed aud sealed by
the aforementioned persons for teansmission to the Supremo Council

~of Justice,

Art, 9, After the above-stated formalitiea shall have heen exceuted,
o provisionul certificate, senled by the Governor of the provinee, the
President and chief elerk of the Council, shall he delivered to the
proprictor of the trade-mark on payment of one medjidié gold fed,
which cortificate will remain in his hands until the arrival of the
certificato which shall be forwarded from the Supreme Council of
Justice.

Art. 10. A copy of the rample and of the registration to be sent to
the Supreme Counceil of Justice, an stated in the cighth article, shall
be forwarded (to the Supreme Couneil) by the Governor of the place
by the first mail ; the copy of the samples and registration shall he
kept and registered in the Supreme Council of Justice, and a
printed certificate shall he forwarded to the original place within
one month,

Chapter I11.—Respecting Legal Procedive.

Art. 11. All litigations arising with respect to trade-marks shall
be forthwith tried before the judicial councils of the provinces or the
central civil conrts ; criminal cases having connection with the trade-
marks shall be tried at the criminal branches of the judicial councils
of the provinces or the central civil courts.

But if in the course of the trying the defendant sets up a vretension
respecting the property of the trade-mark in question, such a pre-
tension shall also be decided by the criminal court before which the
parties appear.

Art. 12, The proprietor of the trade-mark may ask for and obtain
the registration of the nature, form, and quantity of the goods upon
which he pretended that his own mark has been placed in contraven-
tion to the present regulation, He may also, if necessary, obtain an
order for the seizure of the said goods.

Such an order may be granted on the petition of the plaintiff,
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and on his exhibiting to tho nuthorities the certificnte of doposit of  Appendix.
s mark, e ]

Arhitrators mny also e appointed, il necessary, to assist the officori
of the Conrt,

When the seizuve of the goods is applied for, tho Court may, if it
thinks proper, require a seeurity in money from the proprictor of the
mark, .

Thoe order of the Court anid copies of the certificates mado out for
the delivery of the sceurity money must bo given to the party in
whose possession the seized goods were found,

If o defect exiats in this formality, viz., if the said copies have not
heen delivered, the stops already taken shall be null and void, and
damages resulting in this caso shall be charged upon the messenger
who may have committed the mistake.

Art. 13, The distance between the domicile of the defendant and
the place where the goods may have been registered or seized, shall
be enleulated (by hours) at the rate of one day for every six hours.
I1 no action is brought within fifteen days beyond the time so caleu-
lated, the registration or seizure of tho gouds are considered null and
votd.

Any action for damages may, however, be brought on.

Chapter IV.—Respecting Penaltics for Forgery of Trade Marks, the
samples of whach may hace been officially deposited.

Art. 14. A fine of from one to {ifty gold medjidiés shall be levied,
or an imprisonment from one to six months, or both of these penaltiey,
according to the degree of his culpability, shall be inflicted upon any
person having forged the trade-marks of which the stamp samples or
the printed likeness may have been deposited according to the
present regulation, or upon any person having used such forged
marks.

Secondly, upon those who may have fraudulently placed on their
own goods the marks belonging to others.

Thirdly, upon any persons who may have sold or offered to sell
the forged marks, or those who may have knowingly sold one or
several sorts of manwfactured goods or articles of commerce upon
which the mark of some other person is frandulently placed.

Art. 15. Shall be liable to a fine from two to thirty gold medjidiés
and an imprisonment frotn one week to two months, or of both of
these penalties

1. Any person having fraudulently changed the form of a mark,
and all persons using such a mark :
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2. Any person having placed o mork approprinted to a cortain
quality of goods upon another quality with the object of cheoating the
buyexr or the ¢uality of the axticles :

3 A1l persons knowingly selling or offering for snle such goods.

Art. 10, Shall he linble to a fine from ono to ten gold medjidics,
or an imprisonmont from twenty-four hours to one week, or to both
of these punishments,

Any person who shall not placo tho trade-mark upon all kinds of
muanufactured goods or merchandize indicated by the Government, os
stated in the 2nd Article, and all porsons selling or offering to scll
sitch goods not bearing the oflicial mark,

Art. 17. 1f any person is under the charge of several of the erimes
mentioned in the Article, the heaviest penalty applicable in any of
the violated Articles shall be inflicted.

Art. 18, A second conviction sghall Le punished by double the
penalty provided for a first offence. Any person being convicted of
one of the crimes herein mentioned shall be considered as having
been previously convicted under this regulation if in the course of
live years from the date of his condemnation he agnin commiits one
of tho said crimes,

Art. 19. As has been explained in the 14th and 16th Articles, the
manufactured goods and the merchandize bearing forged marks, and
the implements employed in making them shall be confiscated by
order of the Court, even in case the party accuscd is convicted and
punished. The forged marks or the goods seized as bearing marks
adopted by other parties may be given to the proprictors of the
genuine marks, or may also be taken on account of the indemnity
allowed. All marks contrary to the purports of the Articles 14 and
156 may be abolished.

Art. 20. If goods on which it is obligatory to afix marks are found
without any marks, those who sell or offer to sell such goods are to
be dealt with as prescribed by the 16th Article, and, moreover, the
placing of marks upon such goods is ordered.

Art. 21, If this crime is repeated in the course of five years from the
date of the former judgment, or the name of the place where they
have been manufactured is forged, or indicated by transposition of
letters, all persons knowingly selling or offering to sell such goods
may be liable to a fine of from two to fifty gold medjidids, or to an
imprisonment from one to six months, or may be condemned to Loth
of these punishments, according to the degree of culpability.

Art. 22. AUl cases arising from the circumstances mentioned in
the 21st Article shall be tried, as prescribed by this regulation re-
specting the trial of coses.
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Special Article.

Art, 23, When according to the purport of the 21at Articlo goods
Learing the name of o place of the Ottoman Empire, difforont from
that of the place where thoy have been manufactured, ox showing the
snmo name by trauaposition of lottors, and all goods of importation
or oxportation of this category, may boseized by the Customs aitho-
ritics on their arrival. .

The Report drawn out by the Customs authoritica on this subject
is, without delay, to be sent to the Civil Court, and an action forth-
with brought.

Such actions must bo brought within the timo preserived in tho
4th chapter ; the prescriptions of tho 19th Axticle are also adapted
to the goods seized, nccording to the tenor of the present Article.

Art. 24. The presont regulation shall be in vigour six months
after the dato of its promulgation,

11th Djemazil Evel, 1287 (October 6, 1870),

UNITED STATES,

TrE statute law relating to trade-marks is here given, but it does
not scem clear that it is in the present stato of things applicable to
British subjects. They are, however, entitled to the protection of
the common law of the several States, See ante, p. 72.

The Unated States Statute concerning trade-marks (approved
July 10, 1870.)
41st Congress, Sess, 2, ¢. 230.

§ 77. And be it further enacted, that any person or firm domiciled
in the United States, and any corporation created by the authority
of the United States, or of any State or Territory thercof, and any
person, firm, or corporation resident of or located in any foreign country
which, by treaty or convention, affords similar privileges to citizens
of the United States, and who are entitled to the exclusive use of
any lawful trade-mark, or who intend to adopt and use any trade-
mark, for exclusive use within the United States, may obtain
protection for such lawful trade-mark by complying with the follow-
ing requirements, to wit :—

First. By causing to be recorded in the Patent Oilice, the names
of the parties and their residences and place of business, who desire
the protection of the trade-mark.

Second. The class of merchandise and the particular description of

goods comprised in such class, by which the trade-mark has been
or is intended to be approprated.

119
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Thivd, A description of the trade-mark itsell with fac-similen
theveof, and the modo in which it lias been or is intended to he
apphicd and used,

Iourth, 'The length of time, it any, durving which the trade-mark
has been used,

ifth, ‘The pnyment of n feo of 26 dols, in the same manner and
for tho samue purpose as the fee required for patents,

Steth, Tho compliunce with such regulations as may bo preseribed
by tho Commissioncer of Patents,

Seventh. Tho filing of a declaration, under the oath of the person or
of somo member of the fivin or oflicer of the corporation, to the clfect
that the party claiming proteetion for the trade-mark, has o right to
the use of the same, and that no other person, firm, or corporation,
lian the right to such use, cither in the identical form or having such
near resemblance thereto as might be caleulated to decetve, and that
the deseription and fue-similes presonted for record ave true copies of
the trade-mark sought to be protected.,

§ 78. And be it further enacted, that such trade-mark shall remain
in foree for thirty years from the date of such registration, except in
cases where such trade-niark is claimed for and applied to articles
not manufactured in this country, and in which it receives protection
under the laws of any foreign country for a shorter period, in which
cuse 1t shall cease to have any foree in this country by virtue of this
Act, at the same time that it becomes of no efleet elsewhere, and
during the period that it remains in force it shall entitle the person
firm, or corporation registering the nameto the exclusive use thereof,
s0 far as regards the description of goods to which it is appropriated
in the statement filed under oath as aforesaid, and no other person
shall lawfully use the same trade-mark, or substantially the same, or
go nearly resembling it as to be caleulated to deceive upon substanti-
ally the same description of goods : Provided that six months prior to
the expiration of the said term of thirty years, application may be
made for a rencwal of such registration, under regulations to be
prescribed by the Commissioner of Patents, and the fee for such
renewal shall be the same as for the original registration, certificate
of such renewal shall be issued in the same manner as for the original
registration, and such trade-mark shall remain in force for a further
term of thirty years: And provided further, that nothing in this
section shall be construed by any Court as abndging or in any
manner affecting unfavourably the claim of any person, firm, corpora-
tion, or company to any trade-mark after the expiration of the term
for which such trade-mark was registered.

¥ 79. And be it {urther en'u,ted that any person or corporation
who shall reproduce, copy, wumu'fut or imitate any such recorded
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description, properties, and qualities as those referred to in tho
registention, shall ho linble to an nction on the case for damnges for
mich unlawful uso of suid trade-mark at the suit of the ownor thereof
in any Court of competent jurisdiction in the United Btates, and the
party agpricved shall also have his remedy nceording to the course of
equity to enjoin the wrongful use of his trnde-mark, and to recover
compensation therefor in any Cowmrt having jurisdiction over the
person guilty of such wrongful use, The Commissioner of Patents
shall not receive and record any proposed trade-mark which is not
and cannot become o lawful trade-mark or which is merely the
name of a person, firm, or corporation only, unaccompanied by n
mark suflicient to distinguish it from the saime name where used by
other persons, or which is identical with a trade-mark appropriated to
the same class of merchandise and belonging to o diflerent owner
und alrendy registered or received for registration, or which so nearly
resembles such last mentioned trade-mark as to be likely to deceive
the public ¢ Provided, that this section shall not prevent the registry
of any lawful trade-mark rightfully used at the time of the passage
of this Act,

§ 80, And be it further enacted, that the time of the receipt of any
trade-mark at the Patent Office for registration, shull Le noted and
recorded, and copies of the trade-mark and of the date of the receipt
thereof, and of the statement filed therewith under the seal of the
Patent Oftice, certified by the Commissioner, shall be evidence in any
suit in which such trade-mark shall be brought in controversy.

§ 81, Aud be it further enacted, that the Commissioner of Patents
is authorised to make rules and regulations and to prescribe forms
for the transfer of the right to use such trade-marks, conforming as
nearly as practicable to the requirements of the law respecting the
transfer and transmission of copyrights,

§ 82. And be it further enacted, that any person who shall procure
the registry of any trade-mark, or of himself as the owner thereof, or
an entry respecting a trade-mark in the Patent Office, under this
Act by making any false or fraudulent representations or declarations
verbally or in writing, or by any fraudulent means, shall be liable to
pay damages in consequence of any such registry or entry to the
person injured thereby, to be recovered in an action on the case in
any court of competent jurisdiction within the United States.

§ 83. And be it further enacted, that nothing in this Act shall
prevent, lessen, impeach, or avoid any remedy at law or in equity
which any party aggrieved by any wrongful use of any trade-mark
might have had if this Act had not heen passed.

§ 84. And be it further enacted, that no action shall be maintained

i s e A i s iy S-S
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Appondix, under the provisions of this Act by any person claiming tho exclusiva
= right to any trade-mark which is used or claimed in any unlawlul
business, or upon any articlo which is injurious in itself, or upon
any trade-mark which has heon [randulontly obtained, or which has
heon formed and used with the denign of deeelving the public tn the
purchaso or use of any articlo of morchandise,

IraLy,

Leyys coneernente © Marchi ed © Segni distintive i fubbrica,

30 agosto, 1848,

Vittorio Emanucle IT,, per grazia di Dio ¢ per volontd della
Nuzione Re D'Italin.

[t Senato o ln Camera dei Deputati hanno approvato ; Noi abbiamo
sanzionuto ¢ promulghiamo quanto segue ;

Art. 1,

Cuiunqur adotta un marchio, o altro segno, per distinguere i pro-
dotti della sua industria, le mercanzie del suo commerclo, e gl
animali di una razza a lui appartenente, ne avra P'uso eschusivo, purche
adempia il deposito in questn Legge prescritto.

11 marchio, o segno distintivo deve csser diverso da quellr gid
legalmente usati da altyi, e deve indicare il luogo di origine, la fubbrica
ed il commercio, in modo da constatare il nome della persona, la
ditte della societd ¢ ln denominazione dello Stabilimento, da cui pro-
vengono i prodotti e mercanzie ; trattandosi di animali e di piceolt
oggetti, sard proposta ed approvata una sigla speciale o un segno equi-
valente,

La firma di carattere del produttore, commereiante o proprictario,
incisa sui prodotti o riprodotta mediante suggello o qualunque altro
mezzo durevole, ovvero anche scritta a mano, pud costituire un nar-
chio o segno distintivo.

Art. 2,
L’avente causa, o il successore industriale o commerciale, che
vorri conservare il marchio del suo autore, dovrd farne in carta
bollata, da lire una, Vimmediata dichiarazione.

Art, 3.
I1 commerciante non pud sopprimere il marchio, o segno distintivo,
del produttore delle sue mercanzie senza espresso consentimento di lui ;

pud bensl aggiungere separatamente il proprie marchio, o il segno
distintivo del suo commercio,
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Art. b,
el o segni distintivi, gid legalmente usati oll’ entero sopro
prodotti o mereanzie di fabbricho ¢ commerci stranieri, che st spaceinno
ncllo Stato, o sopra animali di razze slraniere ditamate nel Regno,
pono ricononcinbi ¢ gavantiti, purchd si ossorvino, a riguardo di toli
marchi o segni, lo prescrizioni stabilite pei nazionali,

Art, 5.

TPerma stante la generale proibizione di usurpare il nome o Ja firma
di una Societd o di un individuo, & anche proibito di appropriarst la
(it commercinle, ovvero insegna del negozio, Pemblemn carntterts-
tico, ln denominazione o titolo di una Associazione o di un Corpo
morale, sieno stranieri, sieno nazionali, ed apporli sopra bottegle,
goprn oggetti dindustrin o di commereio, o sopra disegni, incisioni od
altre opere d’arte ; anche quando la dilte, Uinsegna, U'emblema, la
denominazione o titolo anzidetto non facciano parte di un marchio o
sepno distintivo, o trovinsi comunque traseritti in conformity delin

presente Legge,

Art. G.

L’ Amministrazione finanziaria dello stato pud adottare marche o
gegnd, per assicurare i prodotti delle sue manifatture ¢ lo spaceio del
generi di privativa, uniformandosi alle prescrizioni delln presente
Liegge ; e cib senza pregindizio delle disposizioni vigenti, per I’ Anni-
nistrazione dello Stato, nella Liegge che riguarda la produzione ¢ la
gpecie di tall prodotti.

Art, 7.

Chi vuole assicurare a se medesimo 1'uso esclusivo di un marchio, o
segno distintivo, nel senso previsto agli articoli precedenti, deve pre-
sentare ad una delle Prefetture del Regno:

(A.) Due csemplare del marchio o segno distintivo che intende
adottare ;

(B.) Dichiiarazione in duplice originale, in cui, espressa Ia volontd
di riservarsi 1 diritti che gli competono, sia indicata la specie degli
oguettl su cul 81 vuole apporre il marchio o segno, annotando se il
marchio o segno distintivo saranno apposti sopra oggetti prodotti dal
dichiarante o sopra mercanzie del suo commercio ;

(C.) Descrizione in duplice originale del marchio o segno dis-
tintivo ;

(D.) Quietanza del Ricevitore demaniale locale, dalla quale appar-
1sca essersl pagate lire (quaranta, a titolo di tassa e spese, per ciascun
seyno o marchio distintivo. I successori, o aventi causa, pagheranno

In tassa di lire due per la trascrizione della dichiarazione prescritta
nell’ agticolo 2.
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Art. 8,

Sulla viconoseiuta vigolarith delln parte estrinseen degli enibiti
documenti, 1'Uflicio di Prefotturn inserive, sulla  dichiarnzione
anzidetta, Pannotazionoe del giomo o dell’ora in eni veuncero esibiti,

Lin Prefettura trasmelly ogni coss, nel tormine non cccedente
1 cingue giorni, al Ministero di Agricoltura ¢ Commercio, il ¢uale,
traseritti 1 documenti stessi sopra vegistri pubblict, rilasein, se ne & il
caso, Pntlestoto di traserizione.

Il Ministro, allorquando lo formalith sono compiute, rinvin uno
degli esemiplari del wmarchio, o segno distintivo alla Prefettura
aflinehid sin custodito o presso di ensn, o presso una Camera di com-

mercio, ¢ 1080 ostensibile al pubblico anche nella Provincia ove fu
Inizinta lo concessione.

Art, 9.
[/attestato nou guarantisce Timportanza o Pautorith del marchio o
repno distintivo, o lnbontd o ln provenienza dei prodotti, o Pesistenza
delle altre condizioni richieste perchi attestato sia valido ed eflicace.

Art. 10,

Dalla data dell’ annotazione fatta dall’ Ufficio di Prefettura, com-
cin a competere, o fuvore del dichiarante, il divitto a fare uso
cselusivo del marvehio o segno distintivo. Ma, per ghi cffetti delle
multe ¢ dei danni, dovrd essere immediatamente pubblicata, nella
Gazzetta ufliciale, la concessione dell” attestato di privativa,

Art. 11,

Le azioni civili, riguardanti la proprietd dei marchi ed altri segni
distintivi, saranno esercitate dinanzi ai ‘Tribunali civili e la causa
sari estruite e giudicata in vin sommaria,

Le azioni penali sono esercitate dinanzi al Tribunale competente.,

A promuovere 'azione penale non ¢ necessaria istanza privata.

Art, 12,

Sarh punita con multa estensibile a L. 2000 (duemila) anche quando
non siavi danno del terzo ;

1° Chi avrd contraflatto un marchio o segno distintivo, o chi ne
avra fatto uso scientemente

9% Chi avrd scientenmente messo in circolazione, venduto o intro-
dotto dall’ estero, e per uso di commercio, prodotti con marchi o
seeni contraflatti ;

3° Chi avri contravvenuto al disposto degli articoli 3, 5 e 6 della
presente Legge ;

4° Chi senza aver propriamente contraflatto un marchio o segno
distintivo, ne avra fatto una fraudolenta imitazione, o chi avra fatto
uso seientemente di warchio o segno fraudolentemente noitati 4
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dotto dall’ estero, 0 per wso di commercio, prodotti con marchio 0 -eeeeeee
pogrno frandolontemente imitati ;

¢° Chi avrd fatto uso sciontemente di marchio o segno, inregna ol
cimblema portanto indicaziono atta & traree in inganno il compratore
attlli naturn del prodotti, o chi aved venduti prodotii muniti di tab
nutrehi o segni o emblemi,

Nel cnso di reeidiva, lo multa sard estensibile o lire 4000 (quat-
tromila),

1 marchi o segni contraflntti, ¢l’ istrumenti che hanno servito alla
frode, non cho i prodotti ¢ oggetti acereditati con tale contraffazione,
saranno confiscatl.

[ marchi o segni, insegne od emblemi alterati saranno reintegratt
n speso del delingquente.

Queste pene sono applicabili- senza pregiudizio del risareimento
dei danni a chi di ragione, ¢ di quelle maggiori, che sieno stabilite
dul Codice penale nel caso di falsita.

Art, 13,
1 abrogata qualunque Leege o Decreto contrario alle presenti
disposizioni, che avranno effetto anche nelle Provincie Venete o
Mantovana,

Art. 14,

Un Regolamento approvato con Decreto Resle provvederd pit
specinlmente agli ordinamenti speciali, alla pubblicazione sommarin
degli attestati rilasciati dal Governo, ed a quant’ altro occorra per la
esecuzione delln presente Legge.

Ordiniamo che la presente, munita del sigillo dello Stato, sia
inserta nella raccolta ufliciale delle leggi e dei Decreti del Regno
d’Italia, mandando a chiunque spetti di osservarla e di farla osservare
come Legge dello stato.

Dato & Torino addi 30 Agosto, 18G8.

VITTORIO EMANUELE.
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ABANDONMENT

of trudo-mark, 10, 66

ABETTERS
of infringer, 17, 18, 45

ACCIDENTATL tindo namae, 67

ACCOUNTL, 19, 38, 41, 43
acuinst meld fide defendant, 48
decreo for, 394, 143
litnitation of, 44
none against innocent dofendant, -6
principlo of taking, 44
whoro two soparate owners of ono trade-mark, 71

ACTION

against clothier, 10

against decelver, 6

at law before relief in cquity, 28, o1

founded on fraud, 6, 14

for infringing trado-mark, 5, 38

for non-delivery of pirated goods restraned, 45

for violation of jus in rem, 734

on the case for deceit, 10, 14, 20

to try a right, 12

real and personal, 71
ACQUIESCENCE, 40, 41, 42

effect of, on right to name, 52
ACQUISITION

of trade-marks, ti, 65

ADVERTISEMENTS
evidence of non-acquiescence, 41

prior to public use of mark, GG
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ATDLLA
in infringing trado-mnrk, 17, 18, 24, 1o

ATLITIN,

right of, in trado-mark, 72

ALTERING trado-mark, 23

AMERICA,
trado-mark-lnw of, K1

ANCILT.ARY l'U]iUr, Uy
ANIMUS FURANDI TS
ANSWLER

cannot bo used in eriminal trinl, 39
defondant rofusing to, 39
where defondant must put in, 17

APPTYING trade-mark, 23

ARBITRARY
trade-marks, 49, 50

ARTICLES,

imspection of defondant’s, 39
ARTIST'S signature, 22, 69, 95

ASSJ\UIJT‘,
invasion of right by, 6

ASSIGN I,
in bankruptey of nowspaper proprietor, 67
right of, to Lallumshire mark, 71

ASSIGNMENT
of Iallumshire trade-mark, 78
of name or firm, 68
of newspaper or periodical, 67
of ono trade-mark fo two separate assignees, 71
of trade-mark, 67, G8, 70

ATTEMPT to decoive, 14

AUSTRIA,
trado-mark-law of, 81, 48
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BAD DIBTS

not necounted profits, 15

DANK,

name of, 17
BARRILS

of guns, marks on, 79
DARRIN rohef,

plaintift insisting on, 48
BELGIUM,

teando-murk-law of, 82, 102
“BELGRAVIA,” 51
BIIT,,

costr of unnecessary, 4o
BLACKING lubels, 27, 74
BLADIS, 75
BONA FIDES

of defondant, 49, %1
BOTTLLES, 18, -1
BOXEN, 11

BREACIL

of warranty, 21
of injunction, 42

BURDIN of proof

where defondant ulloges 1gnorance, 14
BUSINLSS,

imitating generul tnsignia of a, 19

rights of purchaser of, 68

trade-mark annexed to, 7

CANCLELLING
wrongfully-marked goods, 43

CARDMAKLERS COMPANY, 25
CARDS,
mark on, 23

CAUTION
to public by advertisement, 10

1
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CIHTARACTERISTIC of jua in vem, -k
CITISAT

ot common lwy, 22
“ CLARKIPS

(Sir Jumos) Consumption Palls,™ 57
CLASS OIF GOODN,

trado-mark for special, 23, 30
CLOTH,

mark on, 10

COLLATERAL T'RAUD, 505
COLOUR

of omnnibus, 1, 49
('OT.OURABLI

mnitation, 22, 7t

variution, 12
COLUMDBIA,

trado-mark-Law o, 82
COMDBINATION,

constituting trade denotation,

COMMINDATION,
oxtravagunt, H1

COMNMIT,
motion to, 42

COMMON USE IN TFRANCI,
British trade-mark in, 84
name in, 30, 52, 59, 66
mark in, 78

COMPANY
of Cutlers of Hallamshve, 77
name of, oY
right of, in IFrance, 84

COMPLEX INSIGNIA, o9

CONDUCT of defendant,
offect of, on costs, ‘I8

CONSIGNEL,

injunction against, 15
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CONTINUANCI

of misropresontation, 31

of uro of murk necossary, 66
CONTINUATION

of litorary work, 26, G0, 61

CONTINULD INFRINGIMEN'T, 49

CONTRACT,
dizaflivining, 21
rigthts founded on,

COPYING trado-mark, 73
COPYRIGIIT, 17

COPYRIGILT ACT, 1812, G
COPYRIGITT in Dosigns Acts, 59
COST of munutucturing, 4o

CONTYS, 32
ueeainst innocent defondant, 46
dismigsing bill without, 48
offect of delay on right to, 40
of intervener pro 1nleresse suo, b
of motion to commit, 43
of motion to stay proceedings, 47
of unnccessary bill, 45
of unnececessary proceedings, 47
liability to repay, 22
marshalling, 106

COUNTERFEITING trade-marks, 18, 22

COUNTERFEITS,
when stopped at Custom House, 47

COU NTRY,

namo of, ol

CREDIT of currency,
State’s property in, 62

CROWN,
property of, 1n currency, 63

CURRENCY,
State’s property in credit of, 62

Lv
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CUSTOM 11017814,

stopping countoerfoits at, 47, 18
CUSTOM,

loss of, 16
CUSTOMIRS,

discovoringe namos of, 38

CUTLIERN OF HALLAMSITIRI,

Compuny of, 77
trudo-marks of, 77

DAMAGIS
agninst mald fide dofondant, 18
consoquontial, G
inquiry ns to, 48, 41, 8
for breach of warranty, 21
mouasuro of, whore trade-mark infringed, 17
nono against innocont defondant, 16
gpecific, 11
DIICETIT,
imtontional, 28, 29, 34
probability of, 13
unintentional, 30

DLCEIVER,
action against, 6

DECEIVING the unwary, 13

DECRLIEL,
discovory bofore or after, 38
for account, 38, 43
for inquiry as to damnages, 38
form of, 41

DEFENDANT
cuilty of malu fides, 50
proper courso of mnocent, 47
submitting, 47, 438
DEFENDANT'S CONDUCT,
elfect of, ns to costs, 48
l‘ﬂ“:LAY, 8
cffect of, on right to mjunction, 0

effect of, on motion to comunt, 43
to ot up evidence, 37, 10
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of piruted goods, 10

DENMARIK,

{rvdo-minvk-lnw of, 83
DETPOSITEL

of dvcumonts of pirated goods, (6
DISSIGNS,

marks aflixed to registored, 59
DESTRUCTION

of articles fulsoly marked, 19, 13

of 1nstrumnents, 2

DEVICLE, 59

DIAGRANM, 359
DIIS,

defacing, 156
DIFIFERLIENCE,

colourablo, 42

nocessury to avoud mfringemont, 75
DIRLECTIONS for uso, 53
DISATFIRMING contract, 21

DISCONTINUANCE

of uso of mark, 66
DISCOVIIRY,

after decree, 48

not vexatiously compelled, 38

of customers’ names, 38

of lubels, stamps, &c., 43

of prices, 38

where goods falsely marked, 23
DISSOLUTION of partuership, 70

DISTRICT,
name of, 51

DOCK WARRANT,
richt of depositee of, 46

DOUDTFUL RIGHT, 28

1
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DURATION
of rizzht to trado-mark, GG

DG,

articlos having an, 77 cf s,
LDITION,

old, publishied as now, 61

IFMBLEM, 60
NURAVIIR,

injunclion against, 49
“ LQUATL TH,”

fraudulont uso of, G
IWVIDIENCE, 241

nendnst wald fide dofendant, 39, 74

delay in obtaining, 10

of pirncy, 37

of uso m tho markoet, 65, 66

on interlocutory motion, 39
whore two traders havo stano nane, 56

‘“ BEXCELSIOR SOAP,” 50
FXCLUDING,
ownor’s powcer of, J

EXIIIBITION MEDAL, 24, 71

I'AC-SIMILES, 18

I"ALSE protences, 22
roport, invasion of right by, 6
ropresentation, 9
statement, trado-mark coutaining, 54

IFFANCY NAMISS, 50
FEIRRY,

nature of rnight cf, 4, 6
FICTITIOUS NAMIY, o4
I'IGURLE, 69
FIRM,

fulse representation as to, 9
namo of, 1s partnership assets, 70



INDIEX. 136

F IR M—contimued,
roloneo of intoveat in namo of, 69
right to use numo of, afler dissolution, 70

transfor of right to uso nmme of, 68

FOREIGN COUNTRIEN,

right of Dritish subjecets in, 8O

Austrin, 81, 98

Bolgium, 82, 102

('olumbin, 82

Donmuark, 83

I'ranco, 82, 103

Gormany, 82, 86, 107

(iroccoe, 82

[taly, 82, 123, See Art,

Notherlinds, 84

Norway, 82

Portueal, 82, 83, 107

Prussin, 52

Russiwa, 82, 108

Spain, 82, 83, 113

Swedon, 82

Switzorland, 82

Turkoy, 82, 83, 115

United States, 72, 81, 82, 114

Zollvorein, 82

trade-mark laws of, 80
I"OREIGN

country, watches sold 1n, 27

Stato has property in credit of 1ts curroncey, 63
FOREIGNLR,

richt of, to trade-mark, 71
I'ORFEITURI,

objection to answer on ground of, 39

of dies, stamps, &c., 43
FORGING

trade-mark, 18
1'RANCL,

trade-mark-law of, 84, 103
I'RAUD,

action founded on, 7, 13



186 INDIX.

'RAUD~-conltinued,
by continuing misroprosentation, $1
by plaintifl, 28
collutornl, 0
dofinition of, 15
ombodied in trado-mnvk, 545
intontional, 28, 20
invasion of right by, 6
on tho publice, 2
prosumed, 30
unsuccessful, 12, 14
I'RISIXMAN
of Cutlors’ Compuny of Hallumshire, 77
of allamshive, his trado-mark, 77

FUNCUTION of trado-murk, 2

GENERATL appoaranco, imitution of, 49, GO
resemblanco, 26, 74
Yo, oxXpression in, 59

“GENUINI,” 52

GLERMANY,
gonorally name or firm only protected in, 86, 107
treaty with, 82

GOLD PLATE,
HUalt mark on, 79

400D T'AITII
of defendunt, 39, 74

GOODWILL, 7, 65
GRLEECL, trado-mark-law of, 82

GUARANTLE
of quality, 2

HALLAMSHIRE,
Company of Cutlers of, 77
freoman’s trade-mark, 57
widow, 78
infringement of murks in, 78
mark rent, 78
trade-marks, 77, 78



]NUHK-

IHAMMUIER,

mark of, on knivon, &eoy 18

acquioseenco whon w bar at, 10

1HHONIES, 11

1101S,
mnrks on, 79

HOTI L,

namo and sign of, 62
¢ TLOWQUA'S MIXTURI™ 60, ol
IIUNGARIAN NOTILS,

cuso of, 63

IGNORANCE
of defondant, 33, 32, 46
offvet of, us to nccount,
where jus in rem violated, 73

IMITATION,
colourable, 22, 74
intontional, 7
of insignia, 49
ovidenco of use in the marlket, 63, U6

IMI'ORTATION
of articles having fulso marks, 20, U5

IMPOSITION
on public, 33, 37

INPRISONING
servant, action for, 7

INDICATION of quality, 32
INDICTMENT, 22
INFRINGEMENT

of trado-mark, 5, 72
by actual copying, 73
cases of, collected, 76
innocent, 16
intentional, 74, 95

137



138 INDIN,

] N I["IIN( l‘::*[ l‘:er' crontin f’,
of complox trade~donotation, 75
of Hullminshire trado-mark, reliof neainst, 31
ramedy at common luw for, 9
fout of, 12

umntontional, 31

INJUNCTION
ngrainst consignco, 9
against innocont defendunt, 46
ngcainst printor ov ongraver, 19
ngainst whorlinger, 15
nt Inw, 19
brench of, 42
condiftonal on suecess i aetion, 24
extent of| 42
Limited to a cortuin place, 42
porpetunl, A1
right to, how aflected by delay, 10
to proteet goodwill, 8
whore two sopurute owners of one nuak, 71
interlocutory, 39
ufter notice to dofendant, 37

INJURIAN SINE DAMNG 11, 16

INJULRY,
]‘.ll}ht-'-il)ll‘, 16
to plantaft, 15, 53, 37, 63
to reputation, 16

INN,

name and sien of, 62

INNOCENT
defendant, his proper course, 175
holder of pirated goods, 49
infrimgenment, 16
intontion, $0

INQUIRY
us to damages, 38
INSIGNIA,

imitating. 19

INSPECTION, 19, 39



lNUlﬂK-

INSTRUMIEINTS,
forfeituro of, 18, 24, 40
mjunciion ns to, 4o
inspection of, 39

INTENTION,
imnocent, 30, 32
of doceiving, 13, 19, 32, 31
question for jury, 16
remoto, 150
whero not material, 73

INTENTIONAL

nunitation, 70
INTERCIHHANGI

of trude-marks, fraudulont, 35 note o
INTERDICT,

right to interim, i Scotland, S0, 8}
INTERESSE SUO,

intervention puro, A6
INVENTOR,

rights of, 10
INVENTOR'S namo, a1, 43, 66

right to origimal name of article, o3

1RON,

mark on, 32, a3, ¥

in Germany, 86
ITALY,

trade-mark-law of, 82, 122

o JOIINSON'S YELLOW OINTMENT,” 10
JURISDICTION of equity
as to trade-marks, 7, 24, 52
comnmencement of, 26

JURY
in Scotland refused, S0

JUS IN PERSONAM, 71

149



140 INDIEX.

JUS IN REM, T
nlion muny have, 72
charancteristic of, 4, 73
linbility for violutton of, 93
richt of forry s, 46
rigzht to goodwill 1s, B
trado-mark s, 3, 7, 33, T

J l_.TL"I.‘I( Tl'},

ordor for discovery by a, 23

INIVES, 77
muark of hawmor upon, 78
marked ¢ London,” 79

quality of, 79

LADELS, 18, 23, 27, 83, 14, 59, T, @4
defucing, 49
discovery and cancelling of, 43
injunction against printer of, 19
renewing, J0

LACIHIES, 39, 41, Sec DELAY,
LARGE AND SMALL LLTTLERS, 65
LILGAL RIGHT, 28

LETITERS

used as trade-mark, 40, 59
LLICENCE, 40, 42
L1EN

of dock company for expenscs, 16

LIMIT

of proporty in trade-mark, o

LIMITATION
of account, 44

LINLN,

marks on, 79



INDIX, 141

1LOCAT,
ey, 0l
advantagren of, &7
triclo-mark, 70

LOCALLY limited injunction, 42

MAGAZINTG,
fictitiousn aditor, H4
injunction weainst pubdishing, 9, 26
nuathe or hitlo of, 1, GO

MAKIER,

ngeht of, 7
MALL FIoE defendant, A8, 39

evideneo neninst q, 349, 7t

MANUFACTURE,

in=pection of, 34
MANUPFPACTURER,

namo of, 03

MANUFACTURING,

cost of, 10

MARK, goo TRADE-MARK
definition of, 1n Merclunidize Marks Act, 1862, 59
no right to mere, 15, 43

MARKET,

use of trude-mark in, 63

MARSIIALLING Cu:-:t:-'-, 40)
MEASURE OFF DAMAGE,

for breach of warranty, 21
in action against vendor, 20
where trade-mark infringed, 17

MEDICINE,
name of, 10, 11, 26
sold under fulse name, oF

MERCHANDISE MARKS ACT, 1862, 19, 21, 22 306, G!G,Ik'?
CMEXICAN BALSAM,” 50, o4
MISLEADING trade-mark, 94



142 INDEN.

MISREPRESENTATION, 49, 54
by plaintiff, 28
collateral, 56
costs where plaintiff fails on ground of, 43

MISTAKEL,
linbility of public to, 33

MONEY
had and received, action for, 21

MORTGAGEL
of goods wrongfully marked, 46
intervening pro intercsse suo, 16

MOTION
for injunction, 28
pro interesse suo, 46
to commit, 42
to stay procecdings, 47

MUSIC,

title of picco of, 92

NAME, 22, 41, 49, 69
common property 81d moddo, o
fancy, 80, 66
fancy, with invontor's true namo ndded, 66
fictitious, o4
in a distinctivo form, 54
in common use, o0
involving statoment of fuct, 53
no exclusive right to mero, 17, 33
of bank, 11
of company, 59
of country or placo, 51
of inventor, 51, GO
of magazine, 26, 60
of material, 50
of non-trader, 97
of newspaper, 60, 61
of omnibus, 1, 49, (2
of persun, how far & trude-mark, o6
of poet, o8
of song, 62
porsonal, ol



INDIUN.

NAMV—eantinnd,
purchaso of right to use, G8
tronnfor of, 67
two traders having sune, 35 note, H6
usn of 0omon's own, restrained, a6, 69
use of unother’s, o34
uso of another’s, when not restrained, 69

NAMES

of customoers, discovery of, 38
NEGOTIATIONS

beforo suit, A8
NUTHERLANDS,

trivdo-1nnrk-law of, S|
CNLEVW SERTES” 6o
NIWSPAPER,

ussignment of, 67

nuture of property in, 63

title of, GO, 61, GG
NON-TRADI R,

name of, 97
NON-USRER

of tradoe-mark, 66
NORWAY,

trado-mark-law of, 82
NOTIES

of forcign State, spurious, 63
NOTICE,

alone not proof of fraud, 16

effict of want of, on rights of thind parties, 16

may rebut charge of laches, 375

where trade~-mark infringed, 13, 31 note o/
NUMBERS

used as trade-mark, a0, 59

OFIER

by defendant, 47, 48
“COINTMENT, 'R, JOIINSON'S YELLOW. 10
OMNIBUS,

name and colour of, 1, 49, (2

14

)
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“ONLY GENUINIE"™ o2
ORDIEER,
imjurious to third persons, damagros for, 21

ORDINARY DPURCILASIER, 79
ORIGIN,

mnrks of, 2

CORIGINALLY A3
OWNIR,

rightn of, G
OWN RS,

separato, of ono trade-muk, 7't

PACKING,

richt to o distinetivo modo of, 63, 75
PARTICULAR KIND,

trado-muark for, 23, 36, 59
PARTICULAR TRADIS,

namo common to a, 90, o2
PARTITION OF TRADII-MARIK, 71
PARTNER,

reloasing interost in namo of firm, 69
PARTNERSIHID,

right to nmme of, after dissolution, 70
“PATENT,” 61, 83, 54, 55

impropor use of word, 10, 22, 73
PATENTIE,

improper use of name of a, 79

right of, 4, 12
PECULIAR DESCRIPTION,

trade-mark for, 23, 34, 59
PI.CUNTIARY INJURY

to plaintift, 65
1]]1';1. rI\]‘JT Y,

objection to answer on ground of, 1, 39
PERIODICAL,

assicnment of, 67

nature of property in, 67

title of, 60, Gh



INDEX.

PERSONAL action, 71
name, o1, 96
socurity, right of, 4

¢ PESSENDIEDI,” 27, 40
PHYSICIAN,

nameo of, 97

PICTURL,

fraud as to, 22, 98

PIRACY
of trade-marks, evidenco of, 3%, 71

Sce INFRINGEMEN T,

PLACE OF MANUIFACTURI,
name dernived from, 56

PLAINTIFY
behaving unfairly, 28
euilty of misrepresentation, 50
iust show pecuniary mjury, 65
with doubtful nght, 28

POEMS,

injunction against pubhishing, 9, o8
POLT,

pirating name of, 9, 38
PORTUGAL,

trade-mark-law of, 82, 83, 107

PRESUMPTION

of fraud, 30

of use of imitated mari, 66
I'RICES,

discovery of, 38
PRINTER,

injunction against, 4H
PRO INTERESSE SUH),

mtervention, 46
PROBABILITY

of decert, 13
PROCISS,

inspeetion of, 39



146 INDEX.

PROFITS,
account of, 41, 43
prineiplo of taking, 14

PROOF MARK

on gun-barrels, 9

PROPERTY,
goodwill 13, 8
in trade-marks, limit of, 33
jurisdiction as to trade-marks founded on, 7, 12
meaning of, 4

PROTEST, 41

PRUSSIA,
trade-mark -lnw of, 82
PUBILIC,

fraud upon, 29, 33

property in France, trade-mark become, 89
PUTFTING trade-mark, 51
PURCHASER

of business, rights of, 65

QUACK MEDICINE, 57

QUALITY,
guaranteo of, 2
mark iudicating, 32, a0, a2, 9

QUANTITY,

indications of, 33

REAL ACTION, 71
REBUTTING IFRAUD, 28
RLECIPL,

article mado under a sceret, o2
statemont as to origin of, 63

RELELS, 24, 39
REGISTRATION

of trudo marks at Stationers’ Hall, 66
in foreign countries, 82



RELIEE [N CHANCERY,
neillnry, 28
foundittion of, 35
REMEDY
agrninst innoeent holder of pivated ool 10
by indictiment, cumuladive, S
for infringing tradeamk, 5

REMOVAL OF MARRKS,
defondunt’s duty as to, 1)
innocen! holder's duty as to, 15

RENEWING LABLLS, 35
REDPUTATION

in trwle, 7

professional, o5
“ l‘:-"‘:.,\ l Jl‘:

under false mark, 16
RESEMBLANC)

of maguzines, 26

of trade-murks, 13, 31, 7
RESULT deceptive, 30
RIGHT,

action to try, 12

Joubtful, 28

founded on contract,

founded on property, |

of patentee,

of personal security,

of owner of ferry,

to a trade-muark, 3
RIVAL TRADER

seekinge discovery, 45
ROLTS ACTE, 35
BUTSRTA,

trade-1eavk-Lw of, 82, 1040
treaty with, 103

SALL OF TRADE-MARKN. S
SAWS, 7T
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SOTENTIGR, 3
SCLSSORS, 77
HCOTLAND,

Inw of, us to teade-mnrks, SO

murks of linon i, 79
SIGAT, 44, 09
SKCRET O TRA DI, ol
SITIARS, 77
SHOT-BIGLTS,

“CSykes’ patent,” 10
SICIKLILGS, 77
S1GN, 00

of mn, G2
SIGNATURIL, 69

countorferting, 22
SILVER PLATL,

Hall murk on, 79
SINGER'S VOICL,

proporty in, 61
SMALL LETTIRS, 65
SON (e,

title und title-pace of, G2

SIPATN,

trade-mark-law of, 82, 113
SPEARING TRADID MALRIKK, 50

SPLCIAL MARK

INDITN.

for particular kind of goods, 25

SPECTI'IC DAMAGL, 11 16

SPURIOUS NOTILES
of foreign State, 63
SPURIOUNNERS,
charge of, 61
STAMD, 59
defacing, 43, 15
discovery of, 43
STATIONERS HALL,

registration at, G6



NN,

STAYING PROCERFDINUGS, 1T
O D1 Y
murks upon,
ST PENS,
murks upon, 77
STOPPING ARTICLISS
nt Custom House, 98

P -
i i

SUCCESSOR i teade, 3
prefended, 8

CSUCCESSOR TO A, B
right to use this desceription, 69

SUMMARY DPROCKEDING, 22
SWITZERLAND,

trude-mark-law of, 82, 8
CSYIES PATENT SHOT-DELTS,” (o
=Y MBOL,

no right to mere, 17, 33

CRYRUD, VELNO'S VEGETAGLE," 26

CTAYLERVS TINS,Y o2

TIEST of invaxion of trade-mark, 33
TESTIMONIALR, 68

TIHIRD PARTY,

richts of muocent, 46
TICKET, 59
TITLE, 27

cvidence of, on interlocutory niotion, 54

of magrazine, 60, Gl

of newspaper, 60, 61

of perodical, 60

of plaimntutty, bowet gide disputed, 38
of song, 62

registration of a, 66

transter of u; 67

119



150 INDIVX.

PITLE-PAGL,

right to, 26, 62

TINIL,

running of, 40
TOWLER MARK, 79
TRADE-MARIK,

ahandonment of, 40, 66

wequisition and transtor of, G
arbitrary, or speaking, 44, H0
constituted by a combination, 70
defint{ion and naturoe of, 1, 49
definition of, in Morchandiso Muwrks™ Acet, IS
descriptiveo of quality, 15

dostruction of goods wrongfully murked, 13
duration of right in, 66

essentinly in action as to, 19

for purticular kind of goods, 23
fraudulent 1n atself, 55

function of, 2

roneral prineiple as to rvight to, 19
incidont to cortuin works, 70

is property, 4, 31, 33, Jo, 61

is partnorship assets, 70

jurisdiction of equity as to, 7

lost by non-user, G4

misleading, ot

not generally protected 1n Germany, 86
of cutlers, 77. Sce HALLAMsIRLE.
partition of, 71

registration of, at Stationers’ 1Lall, 66
remedy in Chancery as to, 2o

removal of wrongtul, 43

speciinl, 77

transtor of, o, 61, GJ

used 1m two separate businesses, vl

TRADIE-NAMI,
accidental, 67
1s partnership asset=, 70
releaso by co-partner of right to, 69

TRADE-REPUTATION, ¥

]
]':'!'I' 1

!



INDIEX,

TRADI-SUCCESSOR,
vigrht of, 62, 006, 64
protended, 08

TRANSIFFER
of trado-mark, 4, 34, 61, 67
of nnmo or {irm, 63

TRANSMISSION
of trade-marks, 67

TRUST
of trado seerot, 51
TULRKEY,
trade-mark-lnw of, 83, 1114
watchey sold i, 27, o0

UNT'AIR behaviour of plamntutl, 23

UNITED STATIES,
trade-mark-law of, 81, 119
UNWALY,
deceiving the, 13
USE IN TIHIS MARKINT,
ovidonce of, 66
trade-mark acquired by, 65

USING,

owner's power of, 5

VARIATION,
colourable, 12
“ VELNO'S VEGLETADLI SYRUDP,” 26, 19
VIENDELE,
nction by, 10, 20
VEINDOR,
action aguinst, 20
of trade-mark, mmjunction against, 70
summury conviction of, 23
VENXATIOUS DISCOVIERY

not compelled, 38

w



159 INDEX.

VIOLENCE,
invasion of right by, 6

“WARRANTED,” 27

WARRANTY
as to trade-mark on salo, 21
damages for breach of, 21

WATCILES,
marks on, 27
WESTPHALIA,

maiks on iron and steel 1n, 86

WHARFINGER,
injunction against, 4o
action against, restramned, 46

WITNISSS, 19

“WONDLIRFUIL MAGAZINDE,” 60
WORD, 59

WRADIPERS, 11, 23, 75

ZOLLVEREIN,
trade-mark-law of, 82

Fiti N1,

BRADGUTIY, ACSNFW O AN oo 0 PRINTT B, WIHLEFE RIS,
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