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§ 1033. Bvidenoo under the Tonth Defence: The Patented In-
vention not Embracod in the Proteoted Classes.

The tenth defence denies that the invention claimed in the
patent 18 embraced in any onc of the six classes protected by
the Acts of Congress. This defence is identical with the
fourth, oxcept that it attacks the patent instead of the actual
invention. The evidence is also mainly the same with that
available under the fourth defence.! The patent raises a pre-
sumption that the claimed invention is patentable subject-
matter, which the defendant must rebut2 ‘The questions
here arising are principally, and sometimes entirely, ques-
tions of law relating to the construction of tho patent and the
definitions of the classes of privileged inventions, on which
the court will either decide without a jury or direct o verdict
for the party who is legally entitled to obtain it.®

§ 1034. EBvidence under the Eleventh Defence: Fraudulent
Snecification.

The eleventh defence alleges that the specification of the
patent was made to contain less than the whole truth relative
to the invention, or more than is necessary to produce the
desired effect, for the purpose of deceiving the public. Two
points are put in issue: (1) The concealment or redundancy ;
(2) The intent to deceive. On both these points the patent is
prima facie evidence in favor of the plaintiff and the burden of
proof rests on the defendant.! The evidence as to the first point
worth v, Hall (1846),1 W. & M.248;2 U. S. 649; 24 0. G. 99; and § 1025,

Robb, 495, note 1. .

8§ 1033. 1 Seo §§ 968, 1025, and § 1034. 1 That the patent is prima
notes, ante. facie evidence of the correctness of the

3 That the decision of the Patent
Office on a question of patentable in-
vention will not be departed from by
the courts except upon clear proof, see
Fraim v. Keen (1885), 25 Fed. Rep.
820; 34 0. G. 1048.

? That where the patent discloses a
want of patentable subject-matter the
court may take judicial notice thereof,
and order a verdict for the defendant,
see Slawson v. Grand 8St., Prospect Park,
and Flatbush RB. R. Co. (1882), 107

specification, see Westlake ». Cartter

1878), 4 O. G. 636 ; 6 Fisher, 519 :
Poppenhusen ». N. Y. Guita Percha
Comb Co. (1858), 2 Fisher, 62.

That the intent to deceive must be
proved to the satisfaction of the jury,
see Celluloid Mfg. Co, v. Russell (1889),
37 Fed. Rep. 676 ; Grant v. Raymond
(1832), 6 Peters, 218; 1 Robb, 604 ;
Lowell v. Lewis (1817), 1 Mason, 182 ;1
Robb, 131; Gray v. James(1817), Petevs,
C.C.394; 1 Robb, 120; Whittemore 2.
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consists of the testimony of cxperts, or of practical mechanics
acquainted with the actual invention. If it appears from this
evidence that a person skilled in the art could not practisc
the invention from the disclosure contained in the specifica-
tion, the alleged conccalment is established.?2 If it is proved
that those who follow the directions of the specification are
compelled to incur greater expense, or employ more numerous
or less cffective appliances, or surmount more formidable diffi-
culties, than are necessary in order to secure the best results
from the invention, the redundancy is manifest. Upon the
second point positive evidence, however desirable, is not cs-
sential and can rarely be obtained. The intention to deceive
must be inferred from circumstances.® If the facts concealed
are so important that the inventor must have known that no
mechanic could construct and use the invention from the
description given, or 1if the invention, as practised by himself
at or before the filing of his specification, was relieved from
the steps or appliances now shown to be unnecessary and bur-
densome, it i8 a fair presumption that he intended to mislead
the public4 The same intention may be proved by his con-
temporaneous declarations, by secret instructions given to his
licensees concerning better modes of using the invention, or
by any other acts relating to the invention which manifest o
frandulent purpose to put the public at a disadvantage when
the term of the patent shall have expired.® The plaintiff, in
reply, may contradict or explain the circumstances, or deny
the inference. The entire question is for the jury, who must
find that both elements of the defence are clearly proved, or
award the issue to the plaintiff.

Cutter (1813), 1 Gallison, 429 ; 1 Robb, from other facts, see Gray v. James

28 ; Park ». Little (1813), 3 Wash.
196 ; 1 Robb, 17 ; Reutgen v. Kanowrs
(1804), 1 Wash. 168 ; 1 Robb, 1.

2 That if a mechanic, after the pat.
ent has expired, conld not practise the
invention from the specification alome
the concealment is material, see Reutgen
v. Kanowrs (1804), 1 Wash, 168; 1
Robb, 1.

8 That an intent to deceive can rarely
be proved directly but must be inferred

(1817), Peters, C. C. 894 ; 1 Robb, 120.

4 That if the patentee knew of better
methods when he framed his descrip-
tion, it is evidence of fraud, see Bovill
v, Moore (1816), 1 Abb, P, C. 231 ; Dav.
P, C. 861 ; Turner v. Winter (1787), 1
Abb. P. C. 43 ; 1 Web. 77.

® That secret instructions to licen-
sees show fraud, ree Dyson v. Danforth
(1865), 4 Fisher, 133.

6 That the degree of evidence neces-
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§ 1035. Bvidonco under the Twelfth Defence : Ambiguity of the
Desoription.

The twelfth defence avers the ambiguity of the description.
It raises the 1ssue whether the disclosure of the invention is
suflicicnt to enable persons skilled in the art to practiso it
without the exercise of their own inventive faculties. Tho
patent makes a prima facte case for the plaintiff on this issue,
and the defendant must contradict it by satisfactory evidence.!
The testimony most pertinent and convincing is that of prac-
tical mechanics, who have endeavored to construct and use
the invention by following the directions given in the patent.
The evidence of scientific experts on this point is also proper.
A single instance of success or failure in the cndeavor of a
practical mechanic to employ the invention is, however, of
more weight and valuo than numerous opinions to the con-
trary. No question as to the intention of the inventor arisecs
under this defence, and evidence indicating the existence of a
fraudulent purpose is, theretore, inadmissible.

§ 1036. Bvidence under the Thirteenth Defence: Excessive
Claims.

The thirteenth defence asserts that the Claim of the patent
18 excessive and has not been cured within a reasonable time
by a disclaimer. Whether the Claim is excessive is a mixed

sary to show fraudulent intent is for the see Wood v. Underhill (1847), 5 How.

jury to decide, see Gray v. James (1817), 1 ; 2 Robb, 588.

Peters, C. C. 894 ; 1 Robb, 120. That the claim of ambiguity in the
See also as to this subject §§ 494, description is rebutted by the testimony

969, and notes, ante. of competent mechanics that they could
§ 1035. 1 That the patent is prime constriet the device from it, see Wayne

facie evidence that the specification
is sufficient, see Poppenhusen v. New
York Gutta Percha Comb Co. (1858),
2 Fisher, 62.

That the burden of proof as to the
uncertainty of the patent rests on the
defendant, see Westlake v. Cartter
(1873), 4 O. G. 636 ; 6 Fisher, 519.

2 That the jury are to say on the
evidence of persons skilled in the art
whether the deseription is clear enough
to enable them to make the invention,

v. Holmes (1866), 2 Fisher, 20; 1
Bond, 27.

& That the defendant need not prove
that the plaintiff intended to deceive by
his erroneous specification, see Grant v.
Raymond (1832), 6 Peters, 218; 1
Robb, 604.

As to the sufficiency of the descrip-
tion, see §§ 490-493, and notes, ante.

As to this defence in general, seo
§ 970 and notes, ante.
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question of law and fact. The court is to construe the Claim
a8 matter of law and instruct the jury as to tho nature of the
invention which it purports to embrace.! The jury are to
decide from the evidence whether the Claim as thus inter-
preted includes more than the actual invention.? Upon this
point of the defence the patent is prima facte evidence of the
correctness of the Claim. The defendant must, therefore,
prove the cssential characteristics of the true invention and
show that it does not comprise all the substantial features
covered by the Claim. The evidence on both sides consists of
specimens, drawings, or descriptions of the actual invention,
illustrated and explained by expert witnesses. Upon the
question whether an excessive Claim has been cured by a dis-
claimer within reasonable time, the patent furnishes no evi-
dence. The burden of proof properly falls upon the plaintiff,
and he should be prepared to show either that he has filed the
disclaimer without unreasonable delay, or that a reasonable
time for filing 1t has not elapsed since he became aware of the
existence of his error. An inventor is not chargeable with
notice that his Claim is excessive until it has received judicial
interpretation in the court of last resort, except in cases where
the excess i8 evident upon its face® The reasonableness or
unreasonableness of the delay is matter of law for the court
upon the facts disclosed by the evidence.t If the amendment
is made immediately upon the discovery of its necessity, there
is no delay. When the delay is unavoidable it cannot be un-
reasonable.’ Although avoidable, it will not be unreasonable
unliess protracted to an extreme degree, where no other inter-
ests are at stake and the public are not liable to be misled.S

& 1036. * That the Claims of & pat- v. Hali (1887), 30 Fed. Rep. 239 ; and
ent are construed by the court as mat- cases cited in notes to § 646, ante.
ter of law, see §§ 732, 7338, and nofes, ¢ That the court must decide as to
ante. reasonable delay, see § 646 and notes,
3 That the jury are to decide whether and § 690, notes b and 8, ante.
the Claims set forth the actual inven- 5 That an unavoidable delay is not
tion, see Teese v. Phelps (1855), 1 Mc- unreasonable, see Hartshorn . Eagle
Allister, 48 ; Orr v. Burwell (1849), 15 S8hade Roller Co, {1883), 18 Fed. Rep.
Ala. 878. 00: 25 O. G. 1191,

8 That no duty to disclaim arises 6 That the effect of a delay upon
until the plaintiff becomes chargeable other parties may show whether or not
with knowledge of the excess, see Kittle it is unreasonable, see Stutz v. Arm-
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If the plaintiff maintains that a disclaimer has been filed, it
may be proved by a certified copy from the Patent Office.
Tho evidence in reference to delay must show when the
inventor first discovered that his Claim embraced more than
the actual invention, and the circumstances which compelled
him to postpone the amendment of his patent. Upon this
portion of the issue the defendant may produce any testimony
tending to fix an earlier date for the discovery of the error, or
to prove that the delay of the inventor was unjustifiable in
view of his own condition or that of others interested in the
invention. When this defence applics to more than one

Claim in the patent, evidence appropriate to each must be
introduced.”

§ 1037. Evidence under the Fourteenth Delence: Ambiguity of
the Claim.

The fourteenth defence asserts the ambiguity of the Claim.
This defence raises a question of law for the court, and except
in certain rare cases presents no issue for the jury. A Claim
is ambiguous when the court is unable to ascertain from it
what the patentee intended to protect as his invention.! The
allowance of the patent by the Patent Office is a decision that
its Claims are not ambiguous, and this decision i8 prima facie
correct. The courts, however, in the discharge of their duty
in construing the patent must encounter this question and
settle it, though every presumption is in favor of the plaintiff,
and the patent will, if possible, be sustained. For this pur-
pose not only the Claim itself, with the Description and draw-
ings, will be considered, but extraneous evidence may be
offered to show the meaning of technical terms, or any other
facts generally known in the art by which its obscure phrase-

strong (1884), 28 O. G. 367 ; 20 Fed. On the matter of disclaimer, see
Rep. 843 ; and cases cited in note 7, §§ 640-652, and notes, ante.

§ 690, ante. § 1087. 1 For ambiguity of Claim, see
T That each Claim of the patent may §8§ 5125135, 637, 972, and notes, ante.
be contested on the ground of excess, That whether the Claims are am-
see 637, note 4, ante. bignous is a question of law for the

See on the matter of excessive Claims court, see Wayne v». Holmes (1856),
8§ 637, 643, 971, and notes, ante, 2 Fisher, 20 ; 1 Bongd, 27.
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ology may be rendered intelligible.? The introduction of such
evidence by the partios is not a matter of right, but of judicial
discretion.? It consists principally of the testimony of experts,
and of persons practically acquainted with the art, or of copics
of papoers in the Patent Office relating to the invention4 When
the Claim itself refers to facts, the existence and character of
which must be determined before the Claim can be construed,
evidence concerning these facts may be submitted to the jury,
whose finding thereon thus enters into and becomes an cle-
ment in the interpretation of the Claim.®

§ 1038, Hvidence under the Fifteenth Defence: Surrender of the
Loetters-Patent.

The fifteenth defence alleges that the patent described in
the declaration has been surrendered to the government. The
production of the patent by the plaintiff is prima facie evi-
dence that it is still in force, and the defendant must there-
fore prove the contrary. His evidence consists of certified
copies from the records of the Patent Office showing the fact
of surrender, the ownership of the patent by the parties who
surrendered it, and its cancellation or the re-issue of an
amended patent in its stead.l

§ 1039. Bvidenoe under the Bixteenth Defence : Repeal of the
Letters-Patent.

The sixteenth defence avers that the patent described in
the declaration has either been repealed in toto by a judgment

2 That the court in construing a
Claim may resort to extraneous evi-
dence, see §§ 739-741, and notes, ante.

8 That evidence is not admissible,
as a matter of right, to aid the court in
construing the Claim, see § 782, and
notes, anfe.

¢ That the court may avail itself of
expert testimony, see Day v, Stellman
(1859}, 1 Fisher, 487.

That a drawing may be used in evi-
dence to interpret an ambiguous specifi-
cation, but cannot supply the entire

want of any part of a specification or
Claim, .see Tinker v. Wilbers Eureka

Mower' & Reaper Mfgz. Co. (1880), 1
Fed. Rep. 188 ; 5 Bann. & A. 92.

¢ That the jury apply the construe-
tion given by the court to the facts,
and if the construction given is condi.
tioned on the existence of extraneous
facts, the jury are to find such facts and
then apply the Claim as interpreted by
the court, see Bilsby ». Foote (1852),
14 How. 218 ; Emerson v. Hogg (1845),
2 Blatch. 1.

§ 1038. 1 For a statement of the re-
quisites and mode of a surrender, seo
8§ 696-0699, and notes, anle.

Sce as to this defence § 973 and
notes, ante.
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in favor of the United States against the owner of the patent,
or has been annulled in whole or in part in a proceeding
instituted or defended by some person interested in an inter-
fering patent. On both these issues the patent 18 prima facie
evidence for the plaintiff. The defendant may show its repeal
by a properly authenticated copy of the judgment, or where
the patent, in pursuance of this judgment, has been returned
to the Patent Office and been cancelled he may produce a
certified copy of the record of such cancellation.! In proving
that the patent has been annulled, the fact and scope of the
judgment of avoidance may be evidenced by a copy from the
records of the court, while copics of the rccord title in
the Patent Office disclose that the plaintiff or his assignor was

the party against whose interest in the patent such judgment
was rendered.?

§ 1040. Evidence under the Seventeenth Defence: Want of
Title in the Pilaintiff.

The seventeenth defence denies the legal title of the plain-
tift to the patent. When the plaintift is the patentee, the
patent is prima facie evidence upon this point in his favor,
and the defendant must sustain his denial by satisfactory
proof.! But where the plaintiff is an assignee or grantee, the
burden rests upon him to establish the conveyances by which
he claims to have derived his title from the patentee. The
original assignment or grant is admissible for this purpose,
though not recorded before the action was commenced, and 1s
sufficient if in writing and executed in conformity with the
local law.2 In the abscnce of the original instruments, certi-

§ 1039. 1 As to the repeal of patents
gee §§ 725-730, and notes, ante.

2 As to the annulling of patents, ses
8§ 721724, and notes, ante.

See as to this defence § 974 and
notes, anfe,

§ 1040. ! That the patent is prima
Jacie evidence that the patentee owns
the patented invention unless the con-
trary is proved, see Fischer v. Neil
(1881), 6 Fed. Rep. 89; 19 O. G. 603.

As to this defence see §§ 937, 975,
and notes, ante.

2 That an sassignment may be of-
fered in evidence, whether recorded
before or after suit, see Pitts v, Whitman
(1843), 2 Story, 609 ; 2 Robb, 189.

That the assignment of a patent duly
acknowledged before a notary may be
put in evidence in New York, and the
signatures of the assignors need not be
proved, such assignment being valid by
the laws of that State, see New York
Pharmical Association . Tilden (1883),
21 Blatch, 190 ; 23 0. G. 272; 14 Ped.
Rep. 740.
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fied copies frcom the records of the Patent Offico may be
offered, and these not only prove the contents of the records,
but are also prima facie evidence of the genuineness of their
originals.® The defendant, in reply, may attack either the
existence or the validity of the alleged conveyances, or sct up
a legal fitle in himself acquired for valuable consideration,
without notice, after the three months for recording the plain-
tiff’s conveyance had elapsed.

§ 1041. Bvidence under the Bighteenth Defence: Diversity of
the Alleged Infringing Art or Article from the Inven.-
tion Covered by the Patent.

The eighteenth defence denies that the invention practised
by the defendant is identical with or is included in the patented
invention. Upon this question, as upon all others embraced
in the issue of infringement, the patent raises no presumption
in favor of the plaintiff! The burden rests upon him to show
by extraneous evidence that the defendant has made, used, or
sold the patented invention in violation of the patent, and if
the testimony is of equal weight on either of these points the
defendant must prevail? When the plaintiif has made out a

8 That copies of records of assign.-
ments are evidence, see Brooks v. Jen-
kins (1844), 3 McLean, 432.

That a certified copy from the Patent
Office of an assignment is prima facie
evidence of the genuineness of the
original and may be read in evidence to
th= jury, see Lee v, Blandy (1860), 2
Fishsi, 20« 1 Bond, 361.

That a certified copy of a recorded
but unacknowledged instrument pur-
porting to be an assigument is sufficient
evidence of its execution, unless met by
opposing testimony, see Dederick o.
Whitman Agricultural Co. (1886), 26
¥ed. Rep. 7638 ; 86 O. G. 570.

That in the absence of all other proof
as to the date of an assignment, the date
of the patent will be taken as the date
of the application and also of the as-
signment if before patent, see Worley v.
Loker Tobacco Co. (1882), 104 U. S,
340 ; 21 O. G, 559.

§ 1041, 1 That the patent is not
prima facie evidence of the infringe-
ment, but the plaintiff must prove it by
other evidence, see Hayden v. Suffolk
Mfg. Co. (1362), 4 Fisher, 86.

2 In Brooks ». Bicknell (1844), 3
McLean, 432, McLean, J.: (453) * The
proof here devolves on the plaintiffs.
They allege that the defendants have
infringed their rights, and to obtain
your verdict they must show it. Doubts
under this head will incline you favor-
ably to the defendants, as they are not
to be deprived of a right which is com-
mon to every citizen, unless it shall
clearly appear that their machine is sub-
stantially like the omne claimed by
Woodworth.”

Further, that the burden of proof
rests upon the plaintiff to show the in-
fringement by the defendant, see Hayes
v. Bickelhoupt (1885), 23 Fed. Rep.
183 ; 32 O. G. 185 ; Mallory Mfg. Co.
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prima facie case, however, the defendant must answer it by
evidence, not by mere assertion in his pleadings ; but he is not
compelled to go beyond the contradiction of the evidence
already offered, since the plaintiff cannot, in his rebuttal,
strengthen his case upon the issue of infringement to the sur-
prise or injury of the defendant.? The identity of the patented
invention with that employed by the defendant depends upon
the same principles and is settled by reference to the same
standards, as when the question of identity arises under the
defence of prior use or prior patent4 Though novelty and

v, Hickok (18856), 84 O. G. 928: 25
Fed. Rep. 827 ; Royer v. Chicago Mfg.
Co. (1884), 20 Fed. Rep. 853 ; Price v.
Kelly (1881), 20 O. G, 1452; Miller
v. 8mith (1880), 6 Fed. Rep. 859 ;
18 O. G. 1047 ; Rogers v. Beecher
(1880), 18 O. G. 793; 3 Fed. Rep.
639 ; 6 Bann. & A, 619; Bates v.
Coe (1878), 98 U. 8. 31; 15 O. G.
337 ; Kelleher ». Darling (1878), 14 O.
G. 678 ; 4 Clifford, 424 ; 3 Bann. & A.
438 ; Roemer ». Simon (1877), 956 U.
8. 214 ;12 0. G. 796 ; Fullerv. Yentzer
(1876), 94 U. 8. 299; 11 O. G. 597 ;
Storrs . Howe (1876), 10 O. G. 421 ;
4 Clifford, 388 ; 2 Bann. & A. 420;
Brady v. Atlantic Works (1876), 10 O.
G, 702 ; 4 Clifford, 408 ; 2 Bann. & A.
436 ; Francis v. Mellor (1871), 8 Phila.
" 157 ; b Fisher, 153; 1 O. G. 48 ; Hud-
son v, Draper (1870), 4 Fisher, 256 ;
4 Clifford, 178 ; Howes v, Nute (1870),
4 Clifford, 178 : 4 Fisher, 263 ; Sands
v. Wardwell (1869), 8 Clifford, 277 :
Graham v. Mason (1869), b Fisher, 1;
4 Clifford, 88 ; Hodge v. Hudson River
R. R. Co. (1868), 8 Fisher, 410; 6
Blatch. 85 ; Whitney ». Mowry (1867),
3 Fisher, 157; 2 Bond, 45 ; Union
Sugar Refinery v. Matthiesson (1865), 2
Figher, 600; 8 Clifford, 639 ; Hayden
v. Suffolk Mfg. Co. (1862), 4 Fisher,
86 ; Parker . Stiles (1849), 5 McLean,
44 ; Brown v, Jenkins (1844), 3 Mec-
Lean, 432 ; Dixon ». Moyer (1821), 4
Wash, 68; 1 Robb, 324.

8 That if the plaintiff offers any
evidence of infringement the defendant
must overcome it, sco Beanett v. Fowler
(1869), 8 Wall. 445.

¢ In Parker v. Stiles (1849), 5§ Mec-
Lean, 44, Leavitt, J.: (62) *On the
question of infringement, the burden of
proof is with the plaintiff. He must
make it appear, to the satisfaction of
the jury, that the defendant has violated
the exclusive right granted by his pat-
ent. And in order to make out the
fact of infringement, the plaintiff must
prove that the defendant has used his
invention, either in the precise form in
which it is constructed under the pat-
ent, or in a form and oun principles
substantially the same. To constitute
this identity, and to make out the fact
of infringement, it is not necessary that
the structure or machine used by the
defendant should be the same in ap-
pearance, form, or proportions, as that
invented and patented by the plaintiff.
It has been well said by a distinguished
judge in this country, that ¢simnply
changing the form or proportion of a
machine shall not be deemed & new
discovery.’ If the operative principle
of the two machines be the same, the
substantial identity contemplated by
the Patent Law is established.”

As to the indications of identity, see
88 229-236, 892-896, 963, 1026, and
notes, anle.
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infringement present distinct issues, and the former must bo
proved before the latter can bo considered, yet in cach case
the potented invention is compared with some other instru-
ment or operation for the purpose of determimng their sub-
stantial similarity or difference, and the mode of this
comparison, as well as the evidence admissible in connection
therewith, is in both cases the same.! Where the invention
practised by the defendant is covered by a separate patent,
under which the defendant acts, the identity of the two inven-
tions is ascertained by the court by comparing the Claims of
the patents, with such aid from expert or other witnesses as it
may deem desirable.’ If the defendant acts without the shel-
ter of a patent, the identity between the invention which
he uses and the patented invention is best shown by the actual
inspection of the two inventions, or of models exhibiting their
essential attributes, either with or without the explanations of
expert witnesses.” This is especially true where the inven-
tions are designs, which in many instances manifest their
identity or diversity to any careful ‘observer® When such
inspection is insufficient to determine the question, the inven-
tions may be examined while in actual use, if this is practi-

cable.?

5 That novelty and infringement do
not raise the same issues, see Union
Sugar Refinery v». Matthiesson (1865),
2 Fisher, 600 ; 8 Clifford, 639.

As the identity of two inventions, for
whatever purpose they may be compared,
must rest on the same essential charac-
teristics in each, the evidence by which
identity is proved or denied must be in
all cases the same.

¢ That the identity of two patented
inventions is shown by comparing their
Claims, see McMillan ». Rees (1880), 1
Fed. Rep. 722 3 17 O. G. 1222 ; 5 Bann.
& A. 269,

7 That a comparison of the devices of

the plaintiff and the defendant is the
best evidence on the question of in-
fringement, ree Bates v. Coe (1878), 98
U. 8. 31; 15 0, G. 337; Fuller v, Yent-
zer (1876), 94 U. S. 288 : 11 O. G. 551;

Or without recourse to either of these methods, the

Hudson v.Draper (1870), 4 Fisher, 256 ;
4 Clifford, 178 ; Seymour v. Osborne
(1870), 11 Wall. 516 ; Cahoon ». Ring
(1861), 1 Cliffor? 592; 1 Fisher, 397.

That & court of equity may order an
inspection of the defendant’s device on
a question of identity, see Wilson v.
Keely (1888), 43 0. G. 511,

That the jury are to determine from
the models and other evidence whether
the defendant infringes, see Smith 9.
Pearce {1840), 2 McLean, 176 ; 2 Robb,
13.

8 That designs may be compared hy
the court in some cases to ahow identity,
no other evidence being needed, see
Jennings v. Kibbe (1882), 10 Fed. Rep.
669 ; 20 Blatch. 353 ; 22 O. G. 331.

¥ That a machine effecting the sams
end by the same means is an infringe.
imment, and the jury are to examnine both

§ 104l
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testimony of experts familiar with the defendant’s invention
may be offered to disclose its characteristics and their agree-
ment or disagreement with those found in the patented inven-
tion.® Where the defendant conceals the art or article ho
uses, and declines to produce it for inspcction, thero is a
strong presumption that it is identical with the one covered
by the plaintiff’s patent, particularly when from other evidence
it is apparent that he intends to imitate it as closely as he can
without detection.!! The amount of proof required from the
plaintiff on this issue is measured by the quantity which the
defendant can present. The uncontradicted evidence of a
gingle witness that the defendant employed a device substan-
tially like that of the plaintiff is sufficient, but in case of
contradiction the jury must find for the defendant unless a
clear preponderance of evidence supports the plaintiff’s decla-
ration.? When the invention used by the defendant is not

and sce how they work and what they 1 That the refusal of a defendant to
do, see Cahoon v. Ring (1861), 1 Clif- exhibit his device ranises a presumption

ford, 592 ; 1 Fisher, 397.

10 That experts may be examined and
their evidence taken as to the identity
of the plaintiff's and defendant’s devices,
see Hudson v, Draper (1870), 4 Fisher,
256 ; 4 Clifford, 178 ; Page v. Ferry
(18567}, 1 Fisher, 208,

That expert evidence is not neces-
gary, see Huayes v. Bickelhoupt (1885),
23 Fed. Rep. 183 ; 32 O. G. 135.

That the opinion of experts is not for
the jury if it involves a question of law
or the construction of the patent, see
Ely v. Monson & Brimfield Mfg. Co.
(1860), 4 Fisher, 64.

That if the court can say on inspec-
tion that the defendant’s device does
not infringe the plaintiff's, there is no
room for expert evidence or jury action,
see Ely v. Moason & Brimfield Mig.
Co. (1860}, 4 Fisher, 64.

That & prior judgment finding that
a given device infringes a patent is of
weight to show that similar devices ere
also infringements, see Steam Gauge &

Lantern Co. v. Myers Mfg. Co. (1886),
28 Fed. Rep. 624.
. VOL. 11, — 20

51041

of infringement, see Piper v. Brown
(1873), Holmes, 196 ; 6 Fisher, 240;
8 0. G. 97.

That if the defendant comes as near
the plaintiff’s method as he can, this
tends to show infringement, see Turrill
v. lllinois Central R. R. Co. (1873), b
Bissell, 344.

That a defendant denying access to
his machine, and failing to show its
model, drawing, product, or patent,
cannot expect much weight to be at-
tached to his denials of identity, or
much favor to be shown him in case of
doubt, see Union Paper Bag Mach. Co.
v. Binney (1871), 6 Fisher, 166.

That a party who tries to suppress
truth hasall the presumptions against
him, while onc who frecly discloses it
has no presumption either way, see
National Car Brake Shoe Co. v. Terre
Haute Car & Mfg. Co. (18584), 28 O. G.
1007 ; 19 Fed. Rep. 514.

12 That the uncountradicted evidence
of a single witness that the defendant
used machines substantially like the
plaintifi’s is enough to prove infringe-
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intended for the same purpose as that of the plaintiff, and the
infringement is, therefore, collateral or accidental, the proof
of identity must be so conclusive as to leavo no room for any
other reasonable construction.?® The plaintiff, under all cir-
cumstances, must abide by the Claims and descriptions con-
tained in his own patent, neither adding nor discarding
anything in order to bring his invention into correspondence
with that of the defendant.!* The defendant may show that
notwithstanding any resemblances between his processes,
effects, or products, and those of the plaintiff, the means he
uses are essentially different.’®* He may offer evidence of the
substantial superiority of his art or device, as the basis of an
inference that a distinct idea is therein expressed.®® He may
also prove that the invention which he practises ig identical
with one in use before the date of the inventive act of the
plaintiff or his inventor, since if the plaintiff’s invention be
actually new, it cannot in this case be the same with that of
the defendant. Whether a later patent, obtained by the de-
fendant or his assignor, grantor, or licemsor, could be pro-
duced in evidence on his behalf was formerly disputed.l” 1t
is now admitted for two purposes: (1) To show the good
faith of the defendant, which may become material in view of
the power of the court to increase the damages awarded by

nent, see Spring v. Domestic Sewing M That the plaintiff is limited to the
Mach. Co. {1881), 21 O. G. 633 ; 9 Claims of hiz patent, see § 505 and
Fed. Rep. §05; Gear ». Fitch (1878), mnotes, ande.
16 O. G. 1231; 3 Bann. & A, 573; 16 That in a suit for infringement the
Goodyear v. Berry (1868}, 8 Fisher, defendant may show that his machine
439 ; 2 Bond, 189. differs though the process is the same,
That the evidence of a witness that see Corning v, Burden (18563}, 15 How.
he saw the infringing device in the de- 252.
fendant's possession may be sufficient 18 That the superior utility of the de.
proof, see Gear ». Fitch (1878), 16 O. fendant's device or process may show its
G. 1231 ; 3 Bann. & A. 573. substantial diversity from the plaintiil’s,
18 That where the defendant’s device see §§ 118-121, 844, and notes, anle.
was not intended to evade a patent but 7 That it was formerly doubted
for a different purpose, and the infringe- whether the defendant’s patent was ad-
ment is thus purely accidental, the missible at all, and though it is now
evidence of it mnst be so clear as to admitted it does not materially affect the
leave no other reasonable construction, questien of infringement, see Goodyear
see National Car Brake Shoe Co. v, D., Dental Vulcanite Co. v. Gardner {1870),
L., & N. R. R. Co. (1880), 4 Fed. Rep. 4 Fisher, 224 ; 8 Clifford, 408.
224.
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the jury; (2) To show that the cxpert examiners in the
Patent Office regarded the invention which it covers as essen-
tially distinct from that protected in the earlier patent of the
plaintiff.’®  Such a decision in the Patent Office is strong cvi-
dence in favor of the defendant on this question of identity,
and must be properly considered by the jury, though it cannot
control their verdict.?® Its weight is increased by a re-issue
or extension of the defendant’s patent?® ut where the de-
fendant originally secured his patent by disclaiming the plain-
tift’'s invention, and after the plaintiff’s patent had been
granted re-issued his own to cover the invention, his defence
must rest upon the priority of his inventive act, not on an
absence of identity between the two inventions.2!

§1042. Evidence under the Nineoteenth Defence: Non-commis-

sion of the Infringing Acts by the Defendant.

The nineteenth defence denies that the defendant has made,
used, or sold, the invention which the plaintiff claims to be

18 That where the defendant acts in
good faith under a later patent the court
will refuse to inflict punitive damages,
see Buerk v. Imhaeuser (1876),14 Blatch.
19 ; 10 O, G. 907 ; 2 Bann. & A. 4562.

That the defendant’s patent is en-
titled to the same presumptions of
novelty and utility as the plu..:tiff’s, see
Smith ». Woodruff (1873), 6 Fisher,
476 ; 4 0. G. 635 ; 1 MacArthur, 459 ;
Blanchard ». Puttman (1867}, 8 Fisher,
186; 2 Bond, 84; House v». Young
(1867), 3 Fisher, 335.

19 That the defendant may offer in
cvidence the later patent of his licensor
to show that the inventions are not the
same, see Blanchard v. Puttman (1867),
3 Fisher, 186 : 2 Bond, 84.

That the grant of a patent is a deci-
sion by the Commissioner that the in-
vention is not covered by prior patents,
see Putnam v. Keystone Bottle Stopper
Co. (1889), 38 Fed. Rep. 234 ; Serrell
v, Collins (1857), 1 Fisher, 289,

That the validity of the defendant’s
patent is not in issue, see Larabes v.
Courtlan (1851), Taney, 180.

That patents granted pending a prior
application for the patent in issue are
no protection to an infringer, see John-
son v. Fassman (1872), 20.G. 94 1
Woods, 138 ; 5 Fisher, 471.

That at law no comparison can be
made between the defendant’s machine
and prior machines, but only between
them and the plaintiff’s upon the ques-
tion of novelty, see Judsomn ». Cope
(1860), 1 Fisher, 615; 1 Bond, 827.

20 That a re-issue or extension in-
creases the weight of a2 patent on the
question of novelty, see Whitney .
Mowry (1867), 2 Bond, 45; 3 Fisher,
157.

21 See § 1024, note 10, ante.

That where the plaintiff obtained
his patent on the defendant’s refusal to
submit to arbitration under Sec. 9, act
of 1793, and afterward the defendant
obtained a patent, this is not conclusive
proof that the latter was issued on false
suggestion, see Stearns v. Barrett
(1816), 1 Mason, 153 ; 1 Robb, 97.

As to this defence in general, see
§ 976 and notes, ante.
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identical with his own. The plaintiff must prove these acts
of the defendant to the satisfaction of the jury, but inasmuch
a8 direct testimony upon this point is often unobtainable, and
the entire matter lies within the knowledge of the defend-
ant who can explain his conduct if he chooses, the jury are
allowed to base their verdict upon the indications afforded by
circumstances not amounting to specific acts of making, use,
or sale. Thus, although to make and to use the invention
are distinct injuries, the proof of use or sale, coupled with
evidence tending to show that the defendant did not eisewhere
procure the articles sold or used, may establish an averment
that he made them.? The testimony of a witness that he saw
the invention in the defendant’s factory or in his possession,
if not denied or explained, is sufficient ground for the conclu-
sion that he used it.2 The evidence of a workman that he
was employed by the defendant under a contract which, as
read to him, required him to make use of the patented inven-
tion, will, if uncontradicted, also warrant a finding for the
plaintiff.2 The fact that the defendant advertised the patented
articles for sale is likewise admissible as tending to prove
actual making, use, or sale, according to the other circum-
stances shownt "The refusal of the defendant to allow his

Creamer v. Bowers (1888), 35 Fed.
Rep. 208.
2 That where a witness saw the

§ 1042. ! See as to this defence
§§ 903-905, 977, and notes, ante.
That proof of use slone sustains the

allegation of making and wusing, see
Locomotive Engine Safety Truck Co.
v. Erie R. R. Co. (1872}, 3 O. G. 93 ;
10 Blatch, 292 ; 6 Fisher, 187.

That though a sale to the patentee
is not an infringement it may be evi-
dence of infringement by sale to others,
ses De Florez ». Raynolds (1878), 14
Blatch, 505 ; 3 Bann. & A. 292.

That the sale of the device to an
agent of the patentee employed by him
to buy it is not per se infringement,
but may be evidence of it, see Byam v.
Bullard (1852), 1 Curtis, 100.

That where a declaration limits the
period of infringement the evidence
must be confined to that time, see

infringing device in the defendant’s
possession, and the defendant does not
deny the infringement explicitly, it is
regarded as proved, see Gear v. Fitch
(1878), 16 O. G. 1231 ; 3 Bann. & A.
673.

8 That where a workman testifies
without contradiction that a certain
written contract was read to him as a
contract for putting down the plain-
tiff’s device, and the contract not being
produced parol evidence is given of its
contents, the evidence is conclusive as
to infringement, see Andrews ». Creegan
(1881), 19 0. G. 1140 ; 19 Blatch, 113;
7 Fed. Rep. 477.

¢ That although an advertisement of
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processes or products to be inspected, and even his failure to
deny the alleged infringing acts when ovidenced by any prob-
ablo testimony, are matters which may weigh against him with
the jury. The sources of evidence upon this question, for
both the plaintiff and defendant, are the same as those in any
other controversy where acts of manufacture, use, or sale are
involved, — the testimony consisting of the statements of wit-
nesses who personally know the facts which they narrate. 1f
the defendant, not denying the alleged acts of making, use, or
sale, disclaims his own liability for them on the ground that
he was acting under orders and not of his own volition, he
must sustain this position by sufficient evidence. Such evi-
dence must disclose the name of the principal or employer
under whom he acts, and establish the existence of such
authority in him over the defendant as not only renders him
responsible for the acts of the defendant in reference to the
invention, but excludes the defendant’s voluntary choice from
the operative causes of the infringement.’

§ 1043. Evidence under the Twentieth Defence: Non-commis-
sion of the Infringing Acta During the Life of the
Patent.

The twentieth defence denies that the acts of infringement
were committed while the patent was in force. The date of
the patent, and the term which it purports to cover, appear
upon the face of the instrument, and afford prima facie evi-
dence that the patent was in force during the entire period
described. The plaintiff must prove acts of infringement
within that period by such evidence as is suggested in the
foregoing paragraph, and this evidence may be contradicted or
explained by the defendant without attacking the correctness

the infringing device may not be an see Union Paper Bag Mach. Co, v. Bin-

infringement and violate an injunction, ney (1871), 6 Fisher, 166.

it is strong evidence thereof and to be ¢ That a defence of agency must

overcome by positive proof to the con- disclose the prineipal, see American

trary, see Allis v. Stowell (1881), 19 Cotton Tie Supply Co. v. McCready

0. G. 727. (1879), 17 Blatch. 201 ; 4 Bann. & A,
S That the refusal of the defendant 588 ; 17 O. G. 5656 ; Morse 9. Davis

to allow his articles or processes to be (1862), 6 Blatch, 42.

lnspected is evidence of infringement,
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of the patent in this particular. If, howover, he asserts that
the patent, though apparently in force when these acts wero
committed, had previously expired, he assumes the burden of
proof, and must show either that the patent had been then
surrendered or repealed or that its term is erroneously stated
in the instrument itself. The method of proving a surrender
or repeal has been already considered under those defences.l
If the term stated in the patent is greater than the soventeen
years permitted by the statutes, it is incorrect upon its fuce
and the patent will be held valid only for the lawful period.?
If the term named in the patent is the one limited by law, a
defendant, who claims that it should be restricted on account
of a prior foreign patent to the same inventor, must produce
the foreign patent covering the invention, or a certified copy
thercof from the Patent Office, and establish by sufficient evi-
dence the connection of the plaintiff or his assignor with its
prior issue.2 When the names of the two patentees are iden-
tical, the evidence outside the patents must show the i1dentity
of the persons named. When the foreign patentee is a differ-
ent person, the relations between himself and the American
patentee, whom he represents, must also be disclosed by evi-
dence of their contracts, correspondence, co-operation in busi-
ness, participation in profits or expenses, or of any other facts
tending to show that the foreign patent issued in the interest
of the domestic patentee.* This evidence may be contradicted
or explained by the plaintiff in the usual manner.

+§ 1043. 1 See §§ 907, 908, 978, 1038,
10389, and notes, anfe.

2 That where the term as stated in
the patent is greater than the law al-
lows, the patent will be in force only
during the lawful period, see Bate Re-
frigerating Co.v. Hammond (1889), 129
U. 8. 151; De Florez ». Raynolds (1880),
17 0. G. 503; 8 Fed. Rep, 434; 17
Blatch. 436 ; 6 Bann. & A. 140 ; and
§ 622 and notes, ante,

$ That the burden of proof is on him
who seeks to limit the term of the pat-
ent by a foreign patent, and he must
show the facts which limit it, see
American Diamond Rock Boring Co.

9. Sheldon (1879), 17 Blatch. 303 ; 4
Bann, & A. 603.

That where an objection to a patent
is based on the taking out of a prior
foreign patent the evidence must con-
nect the plaintiff with ite issue, see
Goodyear Dental Vulcanite Co, v. Wil-
lis (1874), 1 Flippin, 388 ; 1 Bann. &
A. 568; 7 0. Q. 4.

That the plaintiff’s patent expired
with certain foreign patents is matter
for original defence and cannot be intro-
duced in rebuttal, see American Paper
Barrel Co. v. Laraway (1886), 28 Fed.
Rep. 141 ; 37 O. G, 674.

¢ That the foreign patent must have
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§ 1044. Bvidencoe under the Twenty-Firast Defonoe: Co-ownership
or Lioense.

The twenty-first defence asserts that the acts of the defend-
ant, in making, using, and selling the patented invention, were
performed under, and not in violation of, the plaintiff’s patent.
Upon this defence the plantiff has the burden of proof and
must make out a prima facie case. Slight evidence is, how-
ever, suflicient for this purpose, such, for example, as his own
denial of authority, the defendant having the means at his
disposal to clearly prove his right if it exists. When the
defendant claims to be a part-owner, assignee, or grantee
under the patent, his title must be shown by the written
instruments of conveyance or a certified copy from the rec-
ords in the Patent Office.! If he is a licensee under an
express written license, the license must be produced, or its
absence must be satisfactorily accounted for and parol cvi-
dence of its contents given.? An absolute license in the
possession of the defendant will be presumed to have been

issued to the same inventor, or by his cannot inquire into the contract rela-

authority, see Edison Electric Light Co.
v. United States Electric Lighting Co.
(1888), 35 Fed. Rep. 134 ; Kendrick v.
Emmons (1875), 2 Bann. & A. 208;
9 0. G. 201.

§ 1044. ! See as to this defence
§§ 797, 913-917, 979, and notes, ante.

That a title to the patent must be
proved by the proper instruments or
certified copies thereof, see § 1040 and
notes, ante.

3 That a plea of license must be
sustained by proof that a license was
actually granted, see Tilghman v. Har-
tell (1876), 11 Phila. 500; 9 O. G.
880 : 2 Bann. & A, 260.

That negotiations for a license do
not prove an actual license, see Tilgh-
man v. Hartell (1876), 9 O. G. 886 ;
11 Phila. 500 ; 2 Bann. & A. 260.

That & ples of license must be proved
as a completed contract, and if proved
it ends the case, since the Federal courts

tions of the parties if they are ounce
proved to exist, see Tilghman v. Har-
tell (1876), 9 O. G. 886 ; 11 Phila.
500 ; 2 Bann. & A. 260.

That on a suit for infringement the
Federal courts may determine whether
or not there is a subsisting license, see
Hammacher ». Wilson (1886), 268 Fed.
Rep. 239 ; 36 O. G. 233.

That on a suit for infringement
against a licensee, who hag failed to
pay royalties as agreed, an excuse for
his failure does not raise the question
whether his license should be rescinded
but whether it stil]l exists, see Hamma-
cher v. Wilson (1886), 26 Fed. Rep.
239 ; 86 Q. G. 233.

That if a license is conditional the
defendant must perform the conditions,
and if he justifies under the license he
must show that its conditions were per-
formed, see Brooks v. Stolley (1845),
3 Mclean, 523 ; 2 Robb, 281.
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regularly executed and delivered, until the contrary appears.?
An oral license may be proved by any proper testimony.  The
defendant must also show that his acts were performed by
him as such licensee, and not in antagonism to the patent
nor under a license derived from a different patent? 1f the
defendant justifies under an implied license he must prove
the facts from which the license arises. A license to make
may be implied from an express license to use or scll, when
the latter rights could not be recasonably enjoyed without the
former.b A license to use or sell may be implied in like man-
ner from an cxpress license to make, when the power to man-
ufacturc would otherwise be without benefit to the licensee.®
A license to use or sell a specific article may be implied from
its sale without restrictions by any person having authority
under the patent thus to sell it.” A license to employ a spe-
cific process arises from the sale, by the owner of the patent
for the process, of a device whose sole utility is in connection
with that process.® In any of these cases the nature and
sources of the defendant’s evidence are sugygested by the

facts from which his license is implied.

having thus offered evidence

8 That an absolnte license from the
plaintiff, when produced by the defend-
ant, throws on the plaintiff the burden
of proving that it was delivered as an
escrow, see Mellon v. D. L. & W. R. R.
Co. (1882), 21 O. G. 1616 ; 12 Fed.
Rep. 640.

¢ That no evidence that the defend-
ant is licensee or owner under a differ-
ent patent is an excuse for an infringe-
ment which appears by comparing his
device with the plaintiff’s patent, see
Blanchard v. Putnam (1869), 8 Wall.
420.

That a license given as part of the
settlement of a suit i8 not evidence
agninst a stranger, see Gottfried ».
Crescent Brewing Co. (1884), 22 Fed.
Rep. 433 ; 30 O. G. 892.

& That an express license to use or
sell may carry the right to make, see
§§ 812, 818, and notes, ante.

The defendant,
tending to prove his right to

® That an express license to make
may carry the right to use or sell, see
§ 811 and notes, ante.

7 That a lawful sale without restric-
tions carries the right to use, and some-
times also to sell, see §§ 824~827, and
notes, anle.

8 That the purchaser of a machine
from the patentee of a process which
consists in the operation of the machine
may defend against the patent on the
ground of license to use the machine
and process hoth, see Downton ».
Yaeger Milling Co. (1880), 17 O. G.
006 ; 1 Fed. Rep. 199 ; 1 McCrary, 26 ;
5 Bann. & A. 112.

That where the licensed device can
be nsed only in counection with other
patented inventions belonging to the
same licensor, it may beused in that way,
see Roosevelt v. Western Electric Co.
(1884}, 20 Fed. Rep. 724 ; 28 O. G. 812.
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practise the invention, the plaintiff must rebut it, cither by
denying tho existence of the ulleged authority on counter
evidenco, or by showing that the acts of the defendant arc
not within the scope of the authority conferred. A licensce
is an infringer if he assumes a right which his license docs
not bestow, and cven an owner of the patent may violate the
monopoly by making, using, or selling an invention which,
though not 1dentical with the patented invention, embraces
and employs it.® 1t is for the plaintiff to prove that these
departures irom the lawful use of the invention have been
made by the defendant, and to separate his acts of infringe-
ment from those which he has properly performed ; and this
proof may be met and answered by the defendant by showing

a wider scope for his authority or a correspondence of his acts
with the authority bestowed.1

§ 1045. Evidence under the Twenty-8econd Defence: Btatute of
Limitations.

The twenty-second defence is based upon the Statute of
Limitations.! This defence must be specially pleaded, and
the burden of proof on the issues created by such plea rests
nn the defendant. The nature of the evidence to be adduced
depende upon the provisions of the statute. If the period
within which actions may be brought commences at the
date of the infringement, the testimony concerning the acts
of infringement, taken in connection with the record date of

° That the part owner of a patent
can sue his co-owner for infringement
committed by using an infringing de-
vice, but not for using the patented
one, see Herring v. Gas Consumers
Association (1878), 9 Fed. Rep. 556 ;
21 0. G, 203; 13 O. G. 637; 3 Mec-
Crary, 206 ; 8 Bann. & A. 253.

10 That it is for the plaintiff to show
that the defendant’s use is numerically
in excess of his license and amounts to
an infringement, see Hodge ». Hudson
River R. R. Co. (1868), 8 Fisher, 410;
6 Blatch. 85.

That a defendant claiming license

has the burden of proof to show that
the articles were made and sold under
the license, see Searls ». Bouton (1882),
12 Fed. Rep. 140; 21 O. G. 1784 ; 20
Blatch. 426.

That where a defendant sets up a
license which is shown to have been
violated and revoked before the infringe-
ment, the defence will be overruled,
and the defendant permitted to defend
like other infringers, see Wooster v.
Singer Mfg. Co. (1883), 23 O. G. 2513.

§ 1045. 1 See as to this defence § 980
and notes, ante,
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the institution of the suit, will disclose whother the actions
were commenced within the time prescribed. If the statute
begins to run at the expiration of the palent, the date of such
cxpiration is determined by the statements of the instrument,
or by the records of its surrender or repeal, or by the evidence
of a prior patent limiting its term, while the files in the action
show the date of the commencement of the suit. When the
statute contains exceptions preventing its operation in certain
cases, the cvidence concerning these must correspond on both
sides with the issues thus presented.

§ 1046. Hvidence under the Twenty-Third Defence : Xstoppel.

The twenty-third defence alleges that the plaintiff is cs-
topped, either by matter of record or in pazs, from maintaining
his suit against the defendant. The burden of proof is on the
defendant. If the estoppel claimed arises from any written
instrument the document itself must clearly exhibit the state-
ments out of which the estoppel flows; and when the plaintiff
and defendant are not parties to the instrument, their respec-
tive privity to its parties must be shown.! An estoppel in
paig is implied from the actions or omissions of the plaintiff,
and when asserted by the defendant he must prove the cir-
cumstances on which 1t is based, and his reliance on the facts
thereby suggested as a guide for his own conduct in the use
of the invention. The evidence in each case must be suited
to the facts alleged. When the defendant claims an estoppel
against the plaintiff on the ground that his patented articles
were put upon the market without a proper stamp, he may
produce the unstamped articles or packages and prove that
they were in the market in that condition, or he may show
the same state of affairs by evidence from those who know
the fact. The plaintiff may reply to this testimony by prov-
ing actual notice to the defendant before the date of the
infringement.?

§ 1046, 1 See as to thisdefence § 981 favor or against him, see Campbell ».
and notes, ante. James {1879), 18 O. G. 979 ; 17 Blatch.
That a document offered to prove 42; 4 Bann. & A. 456,
admissions by the plaintiff against his 2 That under Sec. 13, act of March
right speaks for itself whether in his 2, 1861, the burden of proof is on the
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§ 1047. HBvidence under the Twenty-Fourth Dofonce : Release.

The twenty-fourth delenco asserts that the cause of action
described in the declaration has been released by the plaintiff,
The burden of proof on this issuc rests upon the defendant.
When the release is in writing it must be produced or its
absence duly accounted for and its contents proved. When
the release is embraced in a broader transaction between the
parties, 80 much of the transaction must be proved as to make
it appear that the relcase was intended by the plaintiff and
was made upon a lawful consideration, If there is any rca-
sonable doubt as to its existence, or its applicability to the

infringement on which the suit is based, the plaintiff must
prevail.!

§ 1048. Evidence under the Twoenty-Fifth Defence : Res Adju-
dicata.

The twenty-fifth defence asserts that the cause of action
arising out of the infringement -has been extinguished by or
merged in a judgment. The defendant assumes the burden
of proof, and his evidence must show that the same acts of
which the plaintiff now complains have been the subject of a
prior suit, in which judgment was rendered for the defendant
on some point fatal to the cause of action, or for the plaintiff
to recover damages, either actual or nominal, for the infringe-
ment.! - The record of the judgment, or a certified copy
thereof, must be offered, together with such other evidence

defendant to show the failure of the
patentee to stamp as required, then the
burden shifts to the patentee to show
that the defendant was notified that he
was infringing and persisted in so doing,
see Goodyear v. Allyn (1868), 3 Fisher,
374 ; 6 Blatch. 38.

§ 1047. 1 See as to this defence § 982
and notes, ante.

§ 1048. 1 That a judgment works an
estoppel only when the record shows
that the particular point in controversy
was heard and decided, see Steam Gauge
& Lantern Co. w. Meyrose (1886), 27
Fed. Rep. 213 ; 86 O. G. 1477.

See also §§ 983, 1175-1188, and
notes, post.

That a defendant, parting with his
interest in the infringing business during
suit, but without change of parties on
the record, is bound by the decree, see
Gloucester Isinglass & Glue Co, v. lie
Page (1887), 30 Fed. Rep. 870.

That an absolute decree on the merits
binds the parties, see Lyon v, Perin &
Gaff Mfg. Co. (1888), 43 O. G. 983.

That a new defence set up by a party
to several prior suits should be proved
beyond reasonable doubt, see Seibert
Cylinder Oil-Cup Co. ». Michigan Lu-
bricator Co. (1888), 34 Fed. Rep. 33,
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es may be necessary to connect the plaintiff and defendant
with the contestants in the former suit, either by showing
that they are the samo parties or that they are in privity
with them.

§ 1049. Hvidence Concerning Damages.

The special rules of evidence discussed in the preceding
paragraphs are applicable to the first four of the five aver-
ments in the declaration, — the invention of the patentable
subject-matter by the patentee or his agsignor, the lawful issue
and existence of the patent, the title of the plaintiff, and thoe
infringement of the patent by the defendant. The fifth aver-
ment declares that the infringement has resulted in damage
to the plaintiff ; and of the evidence admissible upon the issue
raised by this averment it is impossible to treat intelligibly
until the principles which govern the award of damages have
been considered. These principles are few and simple, and
though the topic has been long regarded as one of the most
confused and difficult in the whole body of our Patent Law,
the careful distinguishing of one subject from another will
relieve it of much of its obscurity,and indicate the proper
rules to be observed in fixing the amount to which the plaintiff
18 entitled in every case that may arise.

§ 1050. Distinction between the Rule of Damages at Law and
the Measure of Recovery in Equity.

The first distinction to be made is that between the meas-
ure of recovery in equity and the measure of recovery at law.
The theory of a suit in equity for an infringement is entirely
different from that at law. The accountability of the defend-
ant rests upon grounds totally dissimilar, and imposes upon
him obligations utterly unlike those which he sustains in an
action at law. This is especially apparent in the rules by
which the amount of his pecuniary liability to the plaintiff is
determined. In law he is regarded as a mere wrong-doer,
compelled to make compensation for the injury he has in-
flicted. In equity he has a double character, being first
treated as a species of agent or trustee practising the inven-
tion for the benefit of its true owner and obliged to pay to
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him the profits of the enterprise, and then, if in the judgment
of the court the interests of the plaintiff so require, muleted
as a tort-fecasor in a sum sufficient to redress the injury which

the plaintifl has sustained.!

§ 1060. 1 In Birdsall v, Coolidgo
(1876, 93 U. S. 64, Clifford, J.: (68)
“ Controversics and cases arising under
the Patent Laws are originally cogniza-
ble, as well in equity as at law, by the
circuit courts, or by any district court
having circuit powers. Prior to the
passuge of the act of the 8th of July,
1870, two remedies were open to the
owner of a patent whose rights had been
infringed, and he had his election be-
tween the two. He might proceed in
equity and recover the gains and profits
which the infringer had made by the
unlawful use of his invention, the in.
fringer in such a suit being regarded as
the trustee of the owner of the patent
a8 respects such gains and profits; or
the owner of the patent might sue at
law, in which case he would be entitled
to recover, as damages, compensation
for the pecuniary injury he suffered by
the infringement, without regard to
the question whether the defendant had
gained or lost by his unlawful acts;
the measure of damages in such case
being not what the defendants had
gained, but what the plaintiff had lost.
(Curtis on Pat., 4th ed. 461 ; 5 Stats. at
Large, 123.) When the suit is at law,
the measure of damages remaius un-
changed to the present time, the rule
still being that the verdict of the jury
must be for the actual damages sus-
tained by the plaintiff, subject to the
right of the court to enter judgment
thereon for any sum above the verdict,
not exceeding three times that amount,
together with costs, (16 Stat. 207.)
Damages of a compensatory character
may also be allowed to the complainant
suing in equity in certain cases, where
the gains and profits made by the re-

T'his wide and {fundamental dis-

spondent are clearly not sufficient to
compensate the complainant for the in-
jury sustained by the unlawful violation
of the exclusive right sccured to him by
the patent. Gains and profits are still
the proper mensure of damages in equity
suits, except in cases where the injury
sustnined by the infringement is plainly
greater than the aggregate of what was
made by the respondent, in which event
the provision is that the complainant
shall be entitled to recover, in addi-
tion to the profits to he accounted for
by the respondent, the damages he has
sustained thereby.” 10 O. G. 748
(750).

In Goodyear Dental Vuleanite Co.
v. Yan Antwerp (1876), 2 Bann. & A.
262, Nixon, J.: (254) *‘The terms
profits and damages as used in the act
are hardly convertible. They seem to
mean different things. The latter are
to be awarded ‘in addition’ to the for-
mer. Profits, doubtless, refer to what
the defendant has gained by the unlaw-
ful use of the patented invention, and
damages to what the complainant has
lost. Before the act of 1870 it was in-
cumbent on the patentee to make his
election of remedies, and to proceed at
law for the damages which he could
show had been sustained from the in.
fringement, or in equity for the gains
and yprofits that the defendant had real-
ized for the unauthorized use of his
property. Now no such election is ne-
cessary, because he is entitled to pray in
one action for the relief both in regard
to profits and damages.” 9 O. G. 487
(498).

In Cowing o. Rumsey (1870), 4
Fisher, 275, Woodruff, J.: (277) “ A
patentee whose rights are infringed has
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tinction leads to radical differcnces in the standards by which
the courf or jury are to estimate the amounts to be awarded,
and in the rules by which the relevancy and weight of evidence
concerning these amounts must be determined. The princi-
ples adopted in the courts of equity cannot be imported into
the courts of law, or those of law into equity, without scrious
confusion and inevitable mistake. Nor can the definitions and
modes of calculation recognized in one tribunal be followed by
the other without ecqually disastrous consequences. Deci-
sions in which this essential distinction has been disregarded
have been rendered, and to these may be attributed much of
the difficulty which besets the legal aspect of this subjcct. It
i8, therefore, of primary importance that in discussing dam-
ages at law, or profits and damages in equity, each topic
should be kept free from the special doctrines appertaining to
the other, and that the former he investigated in the light of
its own principles as these have been interpreted and applied

in courts of law.

his election of remedies. He may treat
the infringer who illegally appropriates
the invention to his own use, making
profit thereby, as his trustee in respect
of such profits, and compel him to ac-
count therefor in equity. In such
case the plaintiff may recover those
profits, be they more or less; and he
can recover no more, however great the
damages may be which the illegal intor-
ference has occasioned. If, on an ac-
counting, it should appear that the de-
fendant used the invention so unskil-
fully that he realized no profit, there
could be no recovery. On the other
hand the patentee may sue at law for the
damages which he has sustained ; and
those damages he is entitled to recover
whether the defendant has made any
profits or not. Im such an action it is
precisely what is lost to the plaintiff,
and not what the defendant has gained,

which is the legal measure of the dam-
ages to be awarded. Under this rule it
may often be entirely proper to prove
the profits of the ordinary use of tho
invention, and the demand existing in
the market, evidenced by sales made,
and so, as an element of consideration,
show the profits realized by the defend-
ant, in order to furnish to the jury all
proper materials for determining how
rauch the plaintiff has lost. But I ap-
prehend that they are to answer the pre-
cige question — how much loss has the
plaintiff sustained by reason of the de-
fendants’ infringement §” 8 Blatch. 36
(38).

The statement in the foregoing ex-
tracts, that the plaintiff has an election
of remedies, is qualified by more recent
case, See §§ 1084-1094, and notes,

post.
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§1051. Distinotion between the Rule of Damapges and the
Rules of Bvidenoe concorning Damagos.

Another essential distinction, which i8 too often overlooked,
is that between the rule of damages in actions at law and the
rules governing the evidence by which the amount of damaoges
is to be ascertained. The rule of damages is fixed and uni-
form, as much so as in any ordinary action on the case, It
recogrizes two species of damages, — nominal and actual. 1t
deterimines definitely when nominal damages shall be awarded,
and vhen actual damages shall be allowed. It establishes the
same measure for the latter as that which courts of law adopt
in all brenches of contract as well as in all other torts. But
inasmuch as the infringement of a patent may inflict injuries
of various degrees and characters, according to the method of
infringement or the mode in which it reaches and affects the
plaintiff, the evidence by which his loss is proved, and the
amount of his recovery is determined, must also be of great
variety. No more unalterable rule can, therefore, be pre-
scribed concerning the admissibility or weight of certain
evidence, or the becaring of certain facts upon the queastion
of damages, in actions of infringement than in actions of
trespass quare clausum, or of general assumpsit.! Each case
must stand on its own facts, and be illustrated by its own
evidence, admitted and weighed in accordance with the gen-
eral rules of relevancy and credibility.? With this distinction

§ 1051. 1 In Graham v. Mason (1872),
b Fisher, 290, Shepley, J. : (293) It
must be apparent to the most super-
ficial observer of the immense variety of
patents issued every day, that there
cannot, in the nature of things, be any
rule of damages or any rule for estimat-
ing profits which will equally apply to
all cases, The mode of estimating
profits or damages must necessarily de-
pend on the peculiar nature of the mo-
nopoly granted. (Seymour v. McCor-
mick, before cited.) Where the patentee
18 entitled to damages, the rvle must be
80 modified as to afford him indemnity
and give him the actual damage he has
suffcred by the infringement. Where

he is enticled to vrofits, he is entitled
to any wrofit the infriuger has made by
the unlicensed use of the contrivance
included in the monnpoly, and of that
alone, without regard to profit or loss
on the whole structure or machine of
which such mechanism forms a part,
and without reconpment for losses on
other infringing mechanisms made or
gold.” 1 O. G. 609 (610) ; Holmes, 88
(90).

See also Bell v. Daniels (1858), 1
Fisher, 372 ; 1 Bond, 212 ; Ransom ».
Mayor of New York (1856), 1 Fisher,
252 ; Karle v». Sawyer (1825), 4 Mason,
1; 1 Robb, 490.

2 That in estimating damages all the
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in mind, the rule of damages in actions at law for infringe-
ment loses most of its obscurity, while even the rules of evi-
dence seem capable of clearer and more permancnt delinition
than those applicd in many other actions. To this rule of
damages our attention will now be directed, after which the
rules of evidence will be considered.

§ 1052. Rule of Nominal Damages.

The rule of damages requires that in all cases where the
jury find the issues for the plaintiff on the first four aver-
ments of the declaration, they shall award him at least nomi-
nal damages.! The law implies damage from the violation of
the patent, and though the infringement may be ignorant or
unintentional, or result in no particular injury to the plaintiff,
the commission of the wrong entitles him to some recovery in
vindication of his invaded rights.® The amount of such re-
covery the jury are at liberty to determine within the ordinary

limits of nominal damages.?

§ 1053. Rule of Actual Damages.

The rule of damages further provides that, upon proper
evidence, the jury shall allow the plaintiff actual damages.!

circamstances must be considered, see
Whitney v. Emmett (1831), Baldwin,
803 ; 1 Robb, 567.

§ 1052. ! In Poppenhusen », New
York Gutta Percha Comb Co. (1858), 2
Fisher, 62, Ingersoll, J. : (73) ** Whena
patent has been violated, it necessarily
follows that the plaintiff is entitled to
some damages. The act of violation is
proof that he is entitled {o some dam-
ages ; and when the amount of damages
is not proved, the rule is, that the jury
give nominal damages; and if the
plaintiff intends to claim more than
nominal damages, he, being entitled to
recover his actual damages, must satisfy
the jury what his actual damages are.”

2 That damages are implied from the
infringement, see Wooster v. Muser
(1884), 28 O. G. 286 ; 20 Fed. Rep.

162 ; Campbell v. Barclay (1870), 5
Bissell, 179 ; Whittemore v. Cutter
(1813), 1 Gallison, 429 ; 1 Robbh, 28.

That the character and financial con-
dition of the parties are not to be con-
gidered in estimating damages, see Hay-
den v. Suffolk Mfg. Co. (1862}, 4 Fish-
er, 86.

That the good faith of the defendant
does not excuse him, see Hogg v. Emer-
son (1850), 11 How. 587.

8 That six cents area nominal damages,
see Hall v. Bird (1869), 6 Blatch. 438 ;
3 Fisher, 595.

§ 1063. 1 That a patentee proving
his case i8 entitled to the same relief as
any other plaintiff, see McComb v.
Ernest (1871), 1 Woods, 195.

That actual damages alone will be
awarded, see Philp ». Nock (1873), 17
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Actual damages are an indemuity for injury inflicted, a com-

nensation for a loss sustained.?

Their amount is to be meas-

ured by the direct and imnediate covil consequences to the
plaintiftf of the wrongful act of the defendant, fromn the date

of the infringement to the institution of the suit.?

Wall. 460 ; Page v. Ferry (1857), 1
Fisher, 208 ; Whitney wv. Emmett
(1831), Baldwin, 303 ; 1 Robb, 567.

2 In Birdsall v. Coolidge (1876), 03
U. 8. 64, Clifford, J. : (64) *‘ Damages
are given as a compensation, recoms-
pense, or satisfuction to the plaintifl for
an injury actually received by him from
the defendant. Compensatory damages
and actual damages mean the same
thing, — that is, that the damages shall
be the result of the injury alleged and
proved, and that the amount awarded
shall be precisely commensurate with
the injury suffered, neither more nor
less, whether the injury be to the per-
son or estate of the complnining party.
2 Greenl., Ev., 10th ed., sec. 263.” 10
0. G. 748 (749).

In Parker v. Hulme (1849), 1 Fisher,
44, Kane, J, : (56) *‘The damages to
be assessed should be compensatory.
The criterion is indemnity. You may
take into consideration the loss sus-
tained by the plaintiff, as you may like-
wige the profit made by the defendant.
In estimating the loss to the plaintiff
from the defendant’s unauthorized use
of the machine, the price of a liceuse
1s sometimes a fair guide ; but not al-
ways, Sometimes a trifle from every
one may well content the patentee, as
in the case of a medicine, where a li-
cense to use is thrown in to all who
will pay for the dose. 8o in the case
of machines ; in some of which, as for
example, an improved pocket-knife or
comb, where a half-cent, singly, might
amply compensate a patentee in the
8ale of a license, but would be no
criterion of damage in case of infringe-
ment, It is so with every other inven-

voL. 11 — 21

The proof

tion which depends, for its value, on
6 general use by the community, and
i3, from policy, sold cheap. You are
therefore to give compensatory dainages,
such as may indemnify the plaintiff for
the injuries he has directly sustained ;
but, according to the directions hereto-
fore given in this court, you will not in-
clude his expenses of litigation in the
amount of your verdict. Yet, upon
the whole, the question of damages
being one of compensation, of which
it is always, in such cases, difficult to
fix a standard, much must depend upon
the discretion of the jury, who may
sometimes properly take the conduct
and motives of a defendant into con-
sideration. I may add that, with the
limitations and qualifications which I
have stated, your verdict may be founded
upon a full and liberal measure of the
plaintiff’s actual damages.”

8 That only direct and immediate
damages can be recovered, see Buerk
v. Imhaeuser (1876), 10 O. G. 907 ; 14
Blatch. 19 ; 2 Bann. & A, 452,

That remote consequential damages
cannot be recovered, see Carter v. Baker
(1871), 4 Fisher, 404 ; 1 Sawyer, 512.

That the jury in estimating damages
from general evidence can only allow
them for the period of infringement not
for the whole termn of the patent, see
Suffolk Co. v. Hayden (1865), 3 Wall.
316.

That damages are recoverable for the
period between loss of the patent by
fire and its restoration, if there be no
unreasonable delay, see Hogg ». Emer-
son (1848), 6 How. 487 ; 2 Robb, 655.

That damages for infringement be-
fore re-issue are not recoverable in a



322 TREATISE ON THE LAW OF PATENTS, [BOOK 1V,

of the existence and cxtent of these conscquences must b
olear and definite, and present sufficient data to the jury to
enable them to estimate with certainty the compensation to
which the plaintiff 18 entitled.* In the absence of such proof,
cither through the fault or the misfortune of the plaintiff,
nominal damages alone can be awarded.’ Vindictive dam-
ages are not permitted, power being conforred upon the court
to increase the amount fixed by the jury in casos of malicious

or persistent injury.

suit on the re-issue, see Agawam Co. .
Jordan (1868), 7 Wall. 683.

That a verdict can only cover the
damages up to the date of the writ, see
Hayden w». Suffolk Mfg. Co. (1862),
4 Fisher, 86.

¢ That the plaintiff must affirmatively
show the amount nf actual damages, see
§ 1071 and notes, post.

6 That nominal damages of six cents
only are recoverable unless actual dam-
a.ges’are proved, see Hall ». Bird (1869),
6 Blatch. 438 ;: 8 Fisher, 595.

That although it is a mere lack of
evidence which prevents the plaintiff
from proving such infringements as
would call for heavy damages, this is
his misfortune, and the jury can only
give nominal damages unless he proves
actual ones, see Schwarzel v». Holen-
shade (1866), 8 Fisher, 116 ; 2 Bond, 29.

® In Whittemore v. Cutter (1813),
1 Gallison, 478, Story, J.: (482) ‘‘ As
to the rule by which the plaintiff’s
damages are to be estimated, it is clear
by the statute, that only the actual
damages sustained can be given. By
the terms ‘actual damages,” in the
statute, are meant such damages as the
plaintiffs can actually prove and have
in fact sustained, as contradistinguished
to mere imaginary or exemplary dam.
ages, which in personal torts are some-
times given. The statute is highly
penal, and the legislature meanf to
limit the single damages to the real

injury done, a8 in other cases of viola-

tion of personal property, or of incor-
poreal righta. In mere personal torts,
as assaults and batteries, defamation of
character, etc., the law has, in proper
cases, allowed the party to recover
not merely for any actual injury, but
for tho montal anxiety, the public deg-
radation and wounded sensibility, which
honorable men fecl at violatious of the
sacredness of their persons or charac.
ters. But the reason of the law does
not apply to the mere infringement of
an incorporeal right, such as a patent,
and the legislature meant to confine the
damages to such a sum &s would com-
pensate the party for his actual loss.”
1 Robb, 40 {44).

See also Goodyear ». Bishop (1861),
2 Fisher, 1564 ; Smith v. Higgins (1859),
1 Fisher, 637 ; Ransom v. Mayor of
N. Y. (1856), 1 Fisher, 252 ; Winter-
mute v. Redington (1856), 1 Fisher,
239 ; Hall ». Wiles (18561), 2 Blatch.
194; Buck ©. Hermance (1849), 1
Blatch. 398 ; Guyon v, Serrell (1847),
1 Blatch. 244.

In several decisions statements may
be found giving aathority for the claim
that vindictive damages may be awarded
in cases of wilful infringement. Thus
in Parker v. Corbin (1848), 4 McLean,
462, Mclean, J.: (463) ¢ That where
the act complained of had been done
without a knowledge of the plaintiff's
right, and under such circumstances as
to authorize the jury to infer that the
defendant was not aware that he was
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§1054. Rules of Evidenoe Conocerning Damages Vary with tho
Mode in whiocb the Plaintiff talkes the Benofit of his

Monopoly.

The rules of evidence concorning damages are all intended
to secure the presentation of such testimony to the jury as
will enable them to ascertain the loss inflicted on the plain-
tiff, and the amount of actual damages which will compensate
him for the injury, The evil consequences resulting to the
plaintiff from the violation of his patent depend upon the
method in which he reccives the benecfits of his monopoly,
and the extent to which these benefits are affected by the

infringement.!

The owner of a patent who neither derives,

nor purposes to derive, any advantage from his rights under

violating the rights of any one, the
damages should be so graduated as to
give nothing more than to compensate
the injury done to the plaintiff. But
where the circumstances were of a some-
what aggravated character, what was
sometimes called in the law vindictive
damages might be given, which would
include counsel feesy and something
more by way of example to deter others
from doing the same thing.” 2 Robb,
736 (738). -

See also Buerk ». Imhaeuser (1878),
10 Q. G. 907 ; 14 Blatch. 19 ; 2 Bann.
& A. 452 ; American Nicholson Pave-
ment Co. v. City of Elizabeth (1874),
6 0.G. 764 ; 1 Bann. & A. 439 ; Bryce
v. Dorr (1845), 8 Mclean, 582; 2
Robb, 302.

That no exemplary damages are al-
lowed where the defendant purchased the
invention in good faith in open market
not knowing of the patent, and aban-
doned it upon notice, see Emerson v.
Simm (1878), 8 O. G. 293 ; 8 Fisher, 281.

That one who works under another
patent is not liable to punitive dam-
ages, see Buerk v. Imhaeuser (1876), 10
O. G. 907; 14 Blatch. 19; 2 Bann. &
A. 452

The power of the conrt to increase
the damages is, however, sufficient for

all the purposes of a penalty, and so
far as these cases suggest that the jury
have a similar power, the doctrine must
be regarded as erroneous. See, further,
§ 1069, and notes, post,

§ 1064. ! In Spaulding v. Page
(1871), 4 Fisher, 641, Sawyer, J.:
(645) ‘‘One patentee may choose to
use his invention himself, and find his
profits in the sale of its products; an-
other may establish a royalty for the
use of his patent; another sell his
right cut for designated portions of ter-
ritory ; and another exclusively manu-
facture and sell his machines and seek
bis remuneration in the profits of such
manufacture and sale. The measure of
damages, and the consequences of a re-
covery, should have some relation to
the mode of remuneration adopted by
the patentee, and to the nature of the
i  ury inflicted by the infringement.
I.ven the consequences of a recovery
with respect to the subsequent rights
of the parties, may be modified by the
measure of damages adopted.” 1 Saw-
yer, 702 (7056).

That the monopoly protects only the
use of the invention, not the ultimate

property therein, see § 61 and notes,
anle,
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the patent, cannot sustain substantial injury from any appro-
priation of the invention on the part of others.2 If he con-
fines his own enjoyment of his privilego to a single mode of
use, he does not suffer loss from the employment of the
invention in a totally different method. Hence the first
point, on which proof should be offered in reference to actual
damages is the use made of his patent privilege by the plain-
tiff ; the second is the effect produced upon the value of such
use by the wrongful acts of the defendant. If the evidence un
these two points is so presented as to afford the jury a com-
plete view of the facts which they involve, the amount of
actual damages to be awarded can be easily determined.

§ 1055, Xvidence Concerning Damages: Two IModes in whioch
the Plaintiff may Take the Benefit of his Monopoly.

The methods by which the owner of a patent can avail
himself of his monopoly may be grouped in two distinct
classes. In methods of the first class the practice of the pat-
ented invention is thrown open to the public upon condition
that the user pay to the owner a definite pecuniary considera-
tion. In methods of the second class the exclusive use of the
invention i8 confined to the owner of the patent or to specilic
licensees, and the remainder of the public are prohibited from

its employment upon any conditions.!

2 That a patentee, who neither de-
rives nor intends to derive benefit from
his invention, cannot suffer loss by its
infringement, ses Everest v. Buffalo
Lubricating Oil Co. (1887), 31 Fed.
Rep. 742 ; Hoe v, Knap (1886), 27 Fed.
Rep. 204; 36 O. G. 1244 ; Whitney v.
Emmett (1831), Baldwin, 303 ; 1 Robb,
b67.

§ 1055. ? The distinction between
these two modes of enjoyment will be
lost sight of unless it be remembered
that the former embraces only those
cases where the license is universal.
The patentee has a right to limit the
number of his licensees, and where he
does this, no other persons can become
licensees against his will. The number

When any method of

of his specific licensees is immaterial.
However great their multitude, the pat-
ent protects them in their exclusive en-
joyment against all the world, and one
who uses without authority granted to
him violates the monopoly, and cannct
be regarded as in any sense a licensee.
In such cases a license fee is never the
measure of damages ; if it were, the pat-
entee could be compelled to grant
licenses against his will to all on the
mere ground that he had chosen to
license certain individusls, It is only
where he offers licenses to all who desire
to take them, without discrimination
of persons, that an infringer can be
treated as a licensee, and the recovery
be restricted to the customary fee.
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the first class is adopted, it is evident that the solc injury sus-
tained by the owner of the patent from the act of a defendant,
who has practised the invention without fulfilling the condi-
tion, is the withholding of the definite pecuniary recompense,
and that this, when ascertained, is therefore the measure of
his actual damages. When meoethods of the second class are
pursued, the loss suffered by the owner of the patent or his
specific licensees, is the depreciation of the pecuniary value
of their own enjoyment of the exclusive use of the invention
through its wrongful use by the defendant. The amount of
such depreciation can rarely be mecasured by any absolute
standard. It is a matter of inference from all the circum-
stances of the case; but when the facts are clearly proved,
and the inference is probable, the jury are warranted in as-
suming it as a sufficient guide. 'The owner of the patent may
resort to methods of either class at his pleasure, and
may employ the different classes within different areas. He
may also adopt the methods of one class in relation to one of
his exclusive rights, and the methods of the other class in
relation to his other rights, as where he freely licenses all
who desire to make and use the invention, but preserves a
close monopoly in referecnce to its manufacture and sale.
But he cannot employ methods of the distinct classes in
relation to the same right at the same time and within the
same territory, since it is impossible for him at once to offer
to the whole public an unrestricted privilege upon definite
terms, and prohibit portions of the public from enjoying it on
any terms. Hence in any case of infringement it can be
shown which class of methods was in operation, at the date

Hence evidence of numerous existing
licenses, though, as appears in § 1057,
post, it is sufficient to prove the amount
of the established fee, cannot show that
an infringer, even when performing acts
for which the licenses are granted, has
a right to pay the fee and thus escape
further liability. It must be also mani-
fest from the testimony that the plain-
tif, at the date of the infringement,
contemplated the enjoyment of the in-
vention by the public, and by the de-

fendant as a member of the public, and
that the sole wrong committed by the
latter has, therefore, virtually consisted
in delaying the payment of the proper
recompense for such a privilege. In
the absence of this testimony the case
comes under the second class, and the
license fee, whatever light it may
throw upon the amount of the plaintifi’s
loss by the infringement, cannot be

accepted as an absolute measure of
damages.
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and place of the infringement, in reference to the right
wrongfully exercised by the defendant. If the method be-
longed to the first class the defendant must make compensa-
tion by paying the established fee. 1f it belonged to the
second class the defendant must make good that depreciation
in the value of the plaintiff’s enjoyment which his own wrong-
ful act has caused.?

§ 1056. Hvidence Concerning Damages: Monopoly Bajoyed by
Granting Licenses.

Of the methods of the first class there are various forms,
though all are reducible to the same contract relation between
the owner of the patent and those who practise the invention,
Whether he bestows on all who wish to comply with his con-
ditions the right to make and use or the right to make and
sell, and whether he receives his payments in a gross sum,
or in periodical instalments, or in royalties based on the
number of the patented articles that may be used or sold,
and whether the privilege already conferred be personal and
universal, or confined to a single shop or locality, the prin-
ciple underlying the transaction is the same. The owner
of the patent has put his own price upon the exercise of
the right, and offered it to all who are disposed to pay the
price for its enjoyment! He has thus fixed the measure
of his compensation for every case in which the right so
estimated may be exercised, and the defendant’s employ-
ment of the privilege may, therefore, be properly and fairly
treated as an acceptance of the offer and as constituting
the basis of an implied contract upon his part to pay the
customary fee2 He has, in fact, become by his own act,

2 That the value of the plaintiff's whatever his licensees may suffer, sec
invention is determined by the way Bell v. United States Stamping Co.
he uses it, whether by licensing or (1887), 32 Fed. Rep. 549.
manufacturing, see Creamer v. Bowers § 1056. 1 That hy establishing a li-
(1888), 35 Fed. Rep. 206 ; Spaulding v. cense fee the plaintiff fixes the compen-
Page (1871), 4 Fisher, 671 ; 1 Sawyer, sation which he is willing to receive, sce
702 ; Burr v. Daryee (1862), 2 Fisher, Livingston v. Jones (1861), 2 Fisher,
270. 207 ; 8 Well. Jr. 330 ; S8eymour v. Mc-

That the grantor of an exclusive Cormick (1853}, 16 How. 480.
license at a specific royalty can sustain 2 That by using the invention, as
no damage except the loss of his royalty, licensees in general use it, the defendant
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though not perhaps intentionally, the licensco of the owner of
the patent under the terms contained in the proposition of
the latter to the public, and is bound, like any other lhicensee,
to comply with the obligations which he has thereby assumed.?
In order to establish this, or any other contract relation, two
matters must be proved: the offer by the plaintiff ; and its
acceptance by the defendant. In the abscnce of either of
these elements no such relation can bo implied, and the
defondant is ncither obliged to pay, nor the plaintiff to

receive, any predetermined sum as compensation for the
infringement.

§1057. Evidenoce Concerning Damagea: Moncpoly Enjoyed by
Granting Licenses : Evidence that the Plaintiff has
Adopted that Mode of Hnjoyment.

The proposal of the owner of a patent to permit the public
to enjoy a right in his invention, upon payment of a definite
pecuniary consideration, may be proved cither by his formal
declarations to that effect, or by his conduct in customarily
receiving this specific compensation. To show his formal
declarations, his circulars, advertisements, or oral proposi-
tions, if such exist, are admissible. To prove his customary
reception of a definite recompense, the testimony must de-
monstrate that this amount has generally been paid by those
who have exercised the right, in pursuance of an agreement
previously made with the owner of the patent, until it has
become an established fee! What constitutes a general use

accepts the offer of the plaintiff and be-
comes liable for the customary fee, see
Livingston v. Jones (1861), 3 Wall. Jr.
330 ; 2 Fisher, 207; Seymour v. Me-
Cormick {1853), 16 How. 480.

8 That a license fee fixes the amount
of damages where there have been licen.
ses enough issued to establish a market
value, and where the use by the defend-
ant has been with the expressor implied
consent of the plaintiff, and no compen-
sation has been agreed on, see Packet
Co. v. Sickles (1873), 18 Wall. 611.

§ 1057. 1 In Rude v. Westcott (1889),

130 U. 8. 1562, Field, J. (165): ‘1t is
undoubtedly true that where there has
been such a number of sales by a pat-
entee of licenses to make, use, and sell
his patents, as to establish a regular
price for & license, that price may be
taken as a measure of damages against
infringers. . . . Sales of licenses, made
at periods years apart, will not establish
any rule on the subject and determine
the value of the patent. Like sales of
ordinary goods they must be common,
that is, of frequent occurrence, to estab-
lish such a market price for the article
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and payment, and after what period the fee customarily paid
shall be regarded as established, are questions for the jury to
determine. A single license cannot show a custom, nor can a
license fee, varying with the obstinacy of the licensee, ever
become definite, nor can promises to pay be taken as equiva-
lent to actual payments.? The essential legal requisite, how-
ever, is that the amount be fixed by previous agreement with
e view to future use, and under circumstances where thoe
owner of the patent is at liberty to demand what he dcems a

that it may be assumed to express, with
reference to all similar articles, their
salablc value at the place designated.
In order that a royalty may be accepted
as & mensurc of damages against an
infringer, who is a stranger to the li-
censo establishing it, it must be paid or
secured before the infringement com.
plained of, it must be paid by such a
number of persons as to indicate a
general acquiescence in its reasonable-
ness by those who have occasion to use
the invention, and it must be uniform
at the places where the licenses are
issued.”

That an established royalty is a
proper measure of damages, but not
where the invention has been used but
little or for a short time, general evi-
dence being necessary in such cases,
'see Judson v. Bradford (1878), 16 O. G.
171 ; 8 Bann. & A. 539.

That a license fee does not become
¢ agtablished " until sufficient cases arise
to fix the market value of the patent at
a uniform rate, see Adams v. Bellaire
Stamping Co. (1886), 28 Fed. Rep.
360;: 36 O. G. 567; Packet Co. v.
Sickles (1873), 19 Wall. 611.

That a license fee to be a measure of

damages must be a fee for the identical
invention, and it alone, see Adams w.
Bellaire Stamping Co. {1886}, 28 Fed.
Rep. 860 ; 86 0. G. 567.

That license fees paid for two pat-
ents jointly will not establish a fee for

cither separately, see Vulcanite Paving

Co. v, American Artificial Stone Pave-
ment Co, (1888), 86 Fed. Rep. 378 ;
Adams v. Bellaire Stamping Co. (1886),
28 Fed. Rop. 360; 86 O, Q. b67; West-

cott v. Rude (1884), 19 Fed. Rep. 830 ;
27 0. G. 719.

3 That a single licenso cannot estab-
lish a license fee, see Graham ». Piano
Mfg. Co. (1888), 36 Fed. Rep. 597 ;
Westcott v. Rude (1884), 19 Fed. Rep.
830 ; 27 0. G. 719.

That two licenses may evidence an
established fee, see Cary v. Lowell Mfg.
Co. (1889), 87 Fed. Rep. 654.

That no license fee can be said to be
fixed when it varies with the persistence
of the infringer, see Black ». Munson
(1877), 14 Blatch. 265 ; 2 Bann. & A.
623. .

That where an assignee is compelled

by the acts of the defendant to allow
him to use the invention for a certain

royalty, the royalty is no criterion of
the damages, see American Nicholson
Pavement Co. v. City of Elizabeth

(1874}, 6 O. G. 764; 1 Bann. & A.
439,

That the allowance of a pro rata sum
as damages in a suit does not establish
a license fee, see Graham v. Piano Mig.
Co. (1888), 87 Fed. Rep. 597.

That a license fee must be shewn by
actual payments, not by mere promises
to pay, see Adams v. Bellaire Stamping
Co. (1886), 28 Fed. Rep. 860 ; 86 O. G.
567.
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fair compensation, and the alleged licensees are free to accept
or reject his terms.® A fee of small amount temporarily
adopted in order to introduce the invention, or to raisc
moncy under the pressure of necessity, does not comply with
this requirecment; nor,on the other hand, does a large amount
paid under compulsion by infringers in scttlement for injuries
inflicted by their wrongful acts ; and evidence of either of these
payments under emergency is inadmissible.# The amount of

8 In National Car Brake Shoe Co. v.
Terre Haute Car & Mfg. Co. (1884), 19
Fed. Rep. 514, Woods, J. : (617) *1
instruct you that it is competent for o
patentee, in order to enable the jury to
measure his damages, to prove contract
prices at which licenses had been granted
under the patent while it was in force,
but that it is not competent for him to
prove the prices paid for infringements ;
that is to say, payments made in settle-
ment of infringements already perpe-
trated. In order to be competent evi.
dence of value, the prices agreed upon
must have been fixed with regard to
future use, when, there being no liability
between the parties, they are presumed,
on both sides, to have acted volunta-
rily, and therefore to have made up
their minds deliberately as to what was
a foir price. Such arrangements, licenses
thus granted, fees thus fixed, are com-
petent evidence to consider in determin-
ing what the actual value of an inven-
tion is, and what the recovery ought to
be for its nuse. But settlements for past
transactions, where the parties are liable
to suit if they do not pay, I instruct
you, are not admissible as evidence for
the plaintiff upon the subject of value.”
28 0. G. 1007 (1008).

¢ In Campbell v. Barclay (1870), &
Bissell, 179, Blodgett, J.: (179) ‘“The
price for which the plaintiff has sold his
rights to certain territory is no criterion
by which to determine the value of his
patent or the damage sustained by its
infringement in the territory retained.

Inventors are {requently compelled by
stress of poverty, or force of circum-
stances, to dispose of some part of their
rights in the thing invented at much
lower rates than they and others know
them to be worth, The fact that the
inventor has sold or given away some
portion of a patented right is no justifi-
cation to another who has wrongfully
infringed upon the rights retained.”

That early contracts at varying rates
do not estublish a license fee, see Gott-
fried v. Crescent Brewing Co, (1884),
30 O. G. 892; 22 Fed. Rep. 433.

That agreements to secure the intro-
duction of an invention do mnot furnish
a guide to true license fees, see Graham
v. Geneva Lake Crawford Mfgz. Co.
(1885), 82 O. G. 1603 ; 24 Fed. Rep.
642 ; Sickels v. Borden (1856), 3
Blateh. 535.

That special permits under special
circumstances do not alter the usual li-
cense fee, see Asmus v, Freeman (1888),
34 Fed. Rep. 902.

That a grantee of territory, making
a contract with an agent to sell ma-
chines without limit, repudiates a close
monopoly and his damages must be
measured by the usual fee, sec Burdell
v. Denig (1865), 2 Fisher, b88.

That payments made in settlement
of suits for infringement do not estab-
lish a license fee, see Cornely v. Marck-
wald (1888), 131 U. 8. 159 ; Rude ».
Westcott (1889), 130 U, 8. 152; United
Nickel Co. v. Central Pacific R. R. Co.
(1888), 86 Fed. Rep. 186 ; Cornely v,
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an established license fee may be shown by parol, though tho
licenses by which 1t 18 fixed are in writing, and the defendant
was not a party to the instruments, the important fact being
the payment of the fee.’

§ 1068. Hvidence Concerning Damages: Monopoly Hnjoyed by
Granting Licenses: Bvidence that the Defondant's Acts

are Identical with those Covered by such Licenses.
The acceptance of the plaintiff’s proposal by the defendunt
must be proved by evidence showing his performance of the
precise act for which the license fee has been established.
Not every invasion of the monopoly by the defendant subjccts
him to the payment of this fee or entitles him to claim that
the plaintiff’s damages are to be limited to that amount. It
is only when he has put himself in the same position which
he would have occupied had he been a licensee under a pre-
vious agreement, that he can be held liable to the obliga-
tions, and can avail himself of the immunities, of such a
licensee. Thus where the license fee has been established in
regard to one right under the patent and he has exercised a
different right, or where it contemplates a continuous and per-
manent employment of the invention and his employment of

Marckwald (17885), 23 Blatch. 163 ; 32
Fed. Rep. 292; Gottfried ». Crescent
Brewing Co. {1884), 22 Fed. Rep. 433 ;
30 0. G. 892.

That where the plaintiff had settled
with certain infringers for less than the
usual license fee, the amount so paid
may in some cases be taken as the
measure of damages, see Tsates v, St.
Johnsbury & L. C. . Co. (1887), 32
Fed. Rep. 628.

That a licenss fee cannot be fixed
by settlements between the plaintiff
and other infringers, where various
amounts are received or where other
circumstances show that there is no
regular fee, see Matthews ». Spangen-
berg (1882), 14 Fed. Rep. 850.

& That the amount of the license fee
qnay be shown by parol though the li-
cense i8 in writing, if the defendant is

not one of the parties to the license, see
Wooster v. Simonson (1884), 20 Fed,
Rep. 816; 28 O. G. 918.

That a rescinded contract for royal-
ties is not competent evidence as to the
measure of damages, see Bussey v, Ex-
celsior Mfg. Co. (1880), 17 0. G. 744 ;
1 Fed. Rep. 640 ; 1 McCrary, 161; 5
Bann. & A. 185.

That a revoked or abandoned license
may show what value an inventor puts
upon the right to use his invention, see
Greham ». Geneva Lake Crawford Mfg.
Co. (1885), 32 O. G. 1603; 24 Fed.
Rep. 642.

That evidence of license fees charged
or sales made to others is admissible to
show the value of the invention to the
plaintiff, but is not conclusive, see Gott-
fried v. Crescent Brewing Co. (1884), 30
0. G, 892 ; 22 Fed. Rep. 433.
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it has been short or infrequent, his acts do not fall within the
gcope of the proposed license and do not create a contract re-
lation between him and the plaintiff.! If the owner of the
patent, for example, grants licenses to make and use the pat-
ented invention, but retains the exclusive right to make and
sell, a wrongful sale by the defendant cannot be contemplated
as within the license, nor the loss which it inflicts upon the
plaintiff be measured by the amount of the establishcd fce.?
If o different fec is fixed as the compensation for the enjoy-
ment of cach different right, and the defendant exercises
either alone, the fee established for the other is irrelevant.
When the license fee is a gross sum, whose payment author-
izes the enjoyment of the invention during the term of the
patent or for any considerable period, and the defendant’s use
has been brief and limited, or when the use of several con-
nected inventions 18 covered by an indivisible fee and but one
of these inventions 18 employed by the defendant, or where
he uses only a part of an invention to which, as a whole, a
gingle compensation is attached, the customary price ceases
_to afford an exact criterion of the amount of loss incurred, or
of the damages to be paid.? In all such cases the actual dam-

§ 1058. 1 That s license fee for the v. Rude (1884}, 27 O, G. 719 ; 19 Fed.

whole invention is nc measure of
damages when only a part is infringed,
but further evidence must be given to
show the value of the part employed,
see Wooster v. Simonson (1883), 16
Fed. Rep. 680.

2 That a license fee for the use of an
invention is no measure of the damage
caused by an infringing sale, see Col-
gate v. Western Electric Mig. Co.
(1886), 28 Fed. Rep. 146; 87 O.G.
893.

That a royalty for a license to sell
the right to use does not show the value
of a right to sell, see Colgate v. Western
Electric Mfg. Co. (1886), 37 O. G. 868;
28 Fed. Rop. 146.

That a use under two Claims must be
of more value than a use under one,
and a license fee covering both does not
show the value of either, ses Westcott

Rep, 830.

8 In Judson ». Bradford (1878), 16
0. G. 171, Clifford, J.: (174) * Frequent
cases arise where proof of an established
royalty furnishes & pretty safe guide for
the instructions of the court and the
finding of the jury; but cases also arise
where it cannot be applied without
gualification, as where the patented im-
vrovement has been used only to a
limited extent, and for a very short
period. Proof of a single license was
given in this case, but it cannot, in view
of the circumstances, be regarded as
affording the only measure of compensa-
tion to which the plaintiff is entitled.
Where there is proof of an established
license fee, it may, in case of protracted
infringement, be regarded as a pretty
safe guide ; but the proof in this case is
not of that character, and in such a case
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ages must be ascertained by a different method. The defend-
ant, not having performed the acts, and all the acts for which
the license fee is the established compensation, cannot be
justly required to pay it to the plaintiff. The plaintiff, not
having empowered him to enjoy the invention as he has en-
joyed it upon condition that he will make the customary
recompense, cannot be justly compelled to accept such recom-
pense as his entire satisfaction for the injury. No other
course is possible than to treat the defendant as an invader
of the exclusive privileges of the plaintiff, and estimate the
compensation of the latter by the actual damage which he can
prove kimself to have sustained.*

general evidence may be resorted to as allowed, sece Bussey v. Excelsior Mfg. Co.
the basis of decision.” 8 Bann. & A. (1880),17 O, G. 744; 1 McCrary, i61;

539 (549).

In Birdsall v. Coolidge (1876), 83 U.
S. 64, Clifford, J.: (70) ** Evidence of
an established royalty will undoubtedly
furnish the true measure of damages in
an action at law where the unlawful acts
consist in making and selling the pat-
ented improvement, or in the extensive
and protracted use of the same, without
palliation or excuse ; but where the use
is & limited one, and for a brief period,
as in the case before the court, it is ervor
to apply that rule arbitrarily and without
any qualification.” 10 O. G. 748 (751).

That a license fee for an exclusive
right to sell is not a measure of damages
for ocrasional sales in particular terri-
tory, see Colgate v. Western Electric
Mfg. Co. (1886), 26 Fed. Rep. 146 ; 87
0. G. 393.

That the full established license fee
is a proper measure of recovery, though
the infringsment has been limited and
brief, if it were malicious, see Stutz v.
Armstrong (1885), 256 Fed. Rep. 147.

That where a rescinded contract for
the use of several patents fixed the same
royaity however many of the patents
were used, and only two of the patents
were infringed, the royalty furnishes no
measure of damages, and if none are
proved, only nominal damages will be

1 Fed. Rop. 640 ; 6 Bann. & A. 136.

That where the whole patent is
covered by a gross license fee, and the
defendant infringes a single Claim, if
the license fee can be fairly apportioned
among the Claims it may be taken as
the measure of damages, see Willi-
mantic Thread Co. v, Clark Thread Co.
(1886), 27 Fed. Rep. 865.

That though when the license has
expired the license fee is still the usual
measure of damages, yet if the device
embodies other patented inventions, it
must be shown how much of the license
fee is paid for the one in question, see
Porter Needle Co. ». National Needle
Co. (1885), 22 Fed. Rep. 829.

¢ Although a license fee furnishes the
precise measure of recovery only in the
specific cases named, yet it is & fact often
relevant to the question of damages in
other cases, and in.connection with ad-
ditional facts may afford an inference as
to the amount of loss the plaintiff has
sustained. Thus, for example, a general
license fee covering two inventions is
relevant as to the damege resulting from
the wrongful use of one of them, if other
testimony shows the proportionate value
of the use of each, ete. 8o, also, on the
question of profits made by the defendant
from the use of an improvement with 1is
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§1059. EHvidence Conocerning Dgmages: Monopoly Bnjoyed by
Granting Licenses: License Fee the Measure of Dam-

ages for Wrong.ul Acts whioh are Identical with those
Covered by such Licenses.

When the cvidence discloses that a license fee has been
established and that the defendant’s acts of infringement
have been such as in quality and extent were contemplated
by the license to which the fee has becn attached, the amount
of this fee as it existed at the date of the infringement, with
interest from that date, must be taken by the jury as conclu-
sive proof of the actual damages to which the plaintiff is

entitled.!

original, the license fee voluntarily paid
by others, who make the same use of the
improvement, may tend to show the
proportion of profits due to the improve-
ment alone, In all these cases the rel-
evancy of the evidence must be decided
by the court according to the usual rules,

§ 1069. 1 In McCormick v. Seymour
(1854), 3 Blatch. 209, Nelson, J.: (224)
‘“ As we understand the opinion of the
Court, it lays down these principles : In
cases where a patentee avails himself of
his invention, and of his exclusive right
to the enjoyment of its profits, by putting
it into market, and selling rights under
it, as is most usually the case with in-
ventors,— that is, rights for States, or
counties, or smaller districts, or portions
of the invention itself,— in such cases
the customary charge for the right to
use the patented invention is the meas-
ure of the damages which the patentee
is entitled to recover in case of an in-
fringement, with interest upon the same
from the time of infringement. In
other words, if he is accustomed to sell
a single right for the manufacture of a
machine for twenty, thirty, forty, fifty,
or one hundred dollars, and if that is
his usual price for the right throughout
the country, that fee, with interest from
the time of the particilar infringement,

18 the measure of damages for each in-
fringement.”

It is the sum which he has offered to accept; it is

In Seymour v. McCormick (1853), 16
How. 480, Grier, J.: (490) ** Where
an inventor finds it profitable to exercise
his monopoly by selling licenses to
make or use his improvement, he has
himself fixed the average of his actual
damages, when his invention has heen
used without his license, If he claims
anything above that amount, he is
bound to substantiate his claim by
clear and distinct evidence. When he
has himself established the market value
of his improvement, as separate and
distinct from the other machinery with
which it is connected, he can have no
claim 1n justice or equity to make the
profits of the whole machine the meas-
ure of his demand.”

That an established license fee is the
proper measure of damages for an in-
fringement which consists of acts covered
by the license, see Jennings v. Dolan
(1887), 838 O. G. 1018 ; 29 Fed. Rep.
861 ; Keller v. Stolzenbach (1386), 28
Fed. Rep. 81; 37 O. G. b64; May v,
County of Fond du Lac (1886), 27 Fed.
Rep. 691 ; Clark v. Wooster (1886),
119 U. 8, 322,37 O, G. 1477 ; Canan
v. Pound Mfg. Co. (1885), 31 O. G.
119 ;: 23 Blatch. 173 ; Graham v. Gen.
eva Lake Crawford Mfg. Co. (1885),
32 0. G. 1603; 24 Fed. Rep. 642;
Wooster v. Simonson (1884), 20 Fed.
Rep. 316; 28 O. G, 818; Cottier .
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the sum which the defendant has impliedly agreed to pay;
and the jury can do no otherwise than ratify this agreement
by their verdict. It is immaterial whether the practice of tho
invention has been profitable to the defendant, or whether
other devices which he was free to use might not have better
served his purpose.? It is equally immaterial whether the
plaintiff has been prejudiced by the defendant’s enjoyment of
the right under the patent. Evidence upon these points is,
therefore, inadmissible, in order to increase or diminish any
damages which are to be computed on the basis of o license
fee, though often accepted provisionally as a guide to the

Stimson (1884), 20 Fed. Rep. 906 ;
10 Sawyer, 212; Westcott v. Rude
(1884), 19 Fed. Rep. 830; 27 O. G.
719 ; Emigh ». Balt. & Ohio R. R. Co.
(1881), 19 O. G. 935; 6 Fed. Rep. 283;
4 Hughes, 271 ; Locomotive Engine
8afety Truck Co. v. Pennsylvania R. R.
Co. (1880), 2 Fed. Rep. 677 ; 5 Bann.
& A. 514 ; 14 Phila, 432 ; Croninger v,
Paige (1880), 48 Wis, 229 ; Wooster
v. Taylor (1878), 14 Blatch. 403; 3
Bann. & A. 241; Birdsall v. Coolidge
(1876), 98 U. 8. 64; 10 O. G. 748 ;
Goodyear Dental Vulcanite Co. v. Van
Antwerp (1876), @ O. G. 497 ; 2 Bann,
& A. 252 ; Burdell v. Denig (18756), 82
U. 8. 716 ; American Nicholson Pave-
ment Co. v. City of Elizabeth (1874},
6 O. G, 764; 1 Bann. & A, 439
Emerson v. Simm (1873), 8 0. G. 293;
6 Fisher, 281: Packet Co. v, Sickles
(1873), 19 Wall. 611 ; Philp v, Nock
(1873), 17 Wail. 460; Spaulding v
Pags (1871), 4 Fisher, 641 ; 1 Sawyer,
702 ; Goodyear v. Bishop (1861), 2
Fisher, 154 ; Sanders v, Logan (1861),
2 Fisher, 167 ; Livingston ©. Jones
(1881}, 2 Fisher, 207 ; 3 Wall. Jr. 830;
Sickels v. Borden (1856), 3 Blatch.
535.

That a licensa fee at a given rate,
with a discount for prompt payment, will
be taken as fixing the lower rate as the
true measure of damages, see Graham v,

Geneva Lake Crawford Mfg. Co. {1885),
82 0. G. 1603 ; 24 Fed. Rep. 642.

That damoges are not uuliquidated
when a royalty was established before
the defendant began to infringe, seo
Locomotive Engine Safety Truck Co. v,
Penna. R, R. Co. (1880), 14 Phila. 432 ;
b Bann. & A. 514 ; 2 Fed. Rep. 677.

That the license fee existing at the
date of the infringement is the measure,
see Wooster v. Thornton (1886), 34 O,
G. 660 ; 26 Fed. Rep. 274.

That a license fee established after
the infringement is not a conclusive
measure of damages though it may be
considered, sce Wooster . Thornton
(1886), 34 O. G. 580; 26 Fed. Rep.
274.

That whether the value at the date of
the infringement was equal to the sub-
sequent license fee is a question of fact,
see Wooster v. Thornton (1886), 34 O.
(. 560 ; 26 Fed. Rep. 274.

That interest must be allowed on
license fees when taken as a measure of
damages, see Creamer v, Bowers (1888),
36 Fed. Rep. 206; Sickels v. Borden
(1856), 3 Blatch. 535.

3 That a cessation of use or the fact
that other equally useful devices existed
is of no weight as to the amount of
damages when there is a regular licens:
fee to measure by, see Emerson v. Simm
(1878), 3 O. G. 298 ; 6 Fisher, 281.
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amount of actual damages in case the license fece and the

defendant’s implied obligation to pay it should not be fully
proved.

§ 1060. Bvidence Concerning Damages: Monopoly Enjoyed by
the Bxolusive Praotice of the Invention: Two Forms
of Buoch Exclusive Practice and of Correasponding

Injury.

When no established license fee is proved, or when the acts
of the defendant do not correspond with those for which the
license fee is payable, the loss sustained by the plaintiff, if
any loss there be, must arise from the effect produced by the
infringement upon the value of the exclusive enjovment of the
invention by the owner of the patent or his specific licensees.}
Two forms of this exclusive enjoyment are possible. The
first consists in the use of the invention and the sale of its
products ; and this form is the common one when the inven-
tion is a process or a design, and is frequent when the
invention is a machine. The second consists in the making
and sale of the patented articles, and is usually adopted
when the invention is a manufacture or a composition of
matter2 When it is an improvement, its enjovment follows
the form which is pursued in reference to its original. The
pecuniary value of the first form is measured by the advan-
tage which the use of the invention confers on its employer,
by improving the quality of his produets and giving him a
greater command of the market, or by diminishing their cost
of manufacture in comparison with the price for which they
sell and thereby increasing the percentage of his profits.?
The pecuniary value of the second form is represented by the
difference between the expense of production and the price
obtained.* In botk forms the amount of compensation to the

§ 1060. 1 That where there is no es- the value of the product when made by
tablished license fee general evidence con- the plaintiff’s process may be considered
cerning damages may be given, see Suf- in estimating damages, see Waterbury
folk Co. v, Hayden (1865), 8 Wall. 315. Brass Co.v. New York & Brooklyn

1 That infringements by sale and by Brass Co. (1858), 8 Fisher, 43.
use are essentially distinct, see Colgate ¢ That the measure of damages for an
v. Western Electric Mfg. Co. (1886), 28 unlawful sale may be the difference be-
Fed. Rep. 146 ; 87 O. G. 893. tween the cost price to the patentee and

& That the difference in the cost or the market price when the sales are
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enjoyer of the monopoly depends uapon the quantity sold and
the price received, and hence the amount of injury inflicted
upon him by the infringement is determined by its effect upon
his prices or his sales. The evidence concorning this effect
may be either direct or indirect. Direct evidence shows the
extent to which the actual enjoyment of the invention by the
plaintiff has been diminished by the wrongful acts of the de-
fendant. Indirect evidence discloses the benefits derived by
the defendant from the infringement, and thence infers the
extent of the plaintiff’s loss. KEvidence of both specics is
admiesible whenever it can tend to prove the amount of in-
jury which the plaintiff has sustained.

§1061. Evidence Conoai'ning Damages: Monopoly Bnjoyed by

the Exclusive Practice of the Invention: Direct Evi-
dence of the Bxtent of Injury.l

Direct evidence of the extent to which the plaintiff has been
injured consists of testimony showing the amount of the plain-

made, see American Saw Co. v. Emer-
son (1880), 8 Fed. Rep. 808.

§ 1061. ! In examining and eciting
caseg in reference to damages and
profits great discrimination is neces-
sary. Drofits were until recently the
only measure of recovery in equity.
They have always been admissible in
evidence upon the question of the
amount of damages at law. Damages
are and must be the measure of recovery
at law., By the act of 1870 they may
also be awarded in equity where the
account of profits fails to give the plain-
tiffl a sufficient compensation. Thus
any cases since 1870, whether at law or
in equity, may have required an inves.
tigation into both damages and profits,
and have demanded the discussion of
their modes of ascertainment and the
principles by which they are governed.
But profits at law are not estimated
in all respects as they are in equity,
nor do they occupy the same relation
toward the measure of recovery, and yet

8o great is their similarity and so nice
and subtle ars their distinctions that it
would be in vain expected that the
judges should have confined their defi-
nitions and illustrations to that species
of damages and profits which was ap-
propriate to the tribunal wherein for the
time being they presided.

A protracted study of $he reported
cases has satisfied the present writer
that any attempt to classify them wonld
be futile. Profits at law have often
been present, perhaps unconseiously, in
the mind of the court when giving an
opinion concerning profits in equity.
Damages in equity and their relation to
profits have found consideration in judg-
ments awarding damages at law. In
this condition of the cases two courses
were open: one, to select those only
which were decided in the tribunal
whose acts and jurisdiction were the
subject of discussior in the text, and
which limited their statements and ex-
planations to the doctrines and methods
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tiff’s sales or prices before the invasion of his rights by the
defendant and the decrease in cither which has tesulted from
the infringement. The effect of the infringement on the
quantity sold may be proved by evidence that customers have
been diverted from the plaintiff to the defendant, or that the
defendant has supplied the market formerly controlled by
the plaintiff, or that the inferiority of the defendant’s in-

fringing articles has lowered the reputation of and reduced

the demand for the plaintifl’'s goods.?

there appropriate ; the other, to employ
all cases which wero useful for their
definitions and illustrations, without
reference to the tribunal, trusting to the
caution of the reader, under the guid-
ance of the text, to preserve him from
serious errors. The first course would
have reduced the cited cases to a num-
ber pitifully small, and would have cast
aside a multitude of valuable decisions
which, if they could be safely utilized,
could not well be spared. The latter
course has, therefore, been adopted; and
in referring to the cases, those at law
and equity have been distinguished
from each other by the letters L. and
E. whenever in the judgment of the
author the reader needed to be put upon
his guard.

* In McComb v. Brodie (L. 1872),
6 Fisher, 384, Woods, J.: (394) ¢ This
rule is not what defendaut made by
the infringement, or what he might
have made, but it is the loss sustained
by plaintiffs by reason of the infringe-
ment. The amount of this loss you
must gather from the evidence. It is
proper to (nquire how many customers
were diverted from plaintiffs by the
wrongful conduct of defendant, and
what loss plaintifis have sustained in
profits by reason of such diversions. If
plaintiffs were ready to supply the mar-
ket with their patented goeds, and their
business was hindered or interfered with
by the competition of defendant, plain-
tiffs’ damages will be the amount of

VOL. IIf. — 22

The cfteet of the 1n-

profit which ihey have lost by reason of
such interference.” 1 Woods, 153 (161);
2 0. G. 117 {120).

That where the infringement consists
in the sale of infringing articles, the
damages are measured by the loss of
trade diverted from the plaintiff and the
profits he could have made therefrom,
se¢ Hall v. Stern (E. 1884), 20 Fed. Rep.
788.

That where no licenses are sold the
damages to the plaintiff may be deter-
mined by inquiring how many custom-
ers were diverted from the plaintifl to
tlie defendant, whether the plaintiff was
prepared to supply the market and
was prevented by the defendant, and
whether the competition has interfered
with the plaintiff’s business or damaged
him in a sum equal to the profits he
would have made if he had sold the
quantity sold by the defendant over and
above what he himself had sgold, see
Goodyear v. Bishop (L. 1861), 2 Fisher,
154.

See also § 1063, note 3, post.

That the damages for infringing a
patented hotel register include the profit
on the book when sold and of the adver-
tisements in it, see Hawes v. Washburne
(L.. 1872), 6 O. G. 491 ; Hawes v, Gage
(.. 1872), b O. G. 494.

That damages are to cover loss through
disparagement of plaintiff’s invention by
defendant’s publications during the in-

fringement, see McCormick v. Seymour
(L. 1851), 2 Blatch. 240.
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fringement on the prices may be shown by ovidence that the
defcndant has compelled the plaintiff to lessen his rates of
recompcense by diminishing his own, or by flooding the mar-
ket with his produocts, or by asserting the superiority of the
infringing articles to those offered by the plaintiff.2 To the

8 That reduction of prices, and con-
soquent loss of profits, through infring-
ing compotition, is proper ground for
damages, see Yale Lock Co. v. Sargent
(. 1886), 117 U. 8. 636 ; 35 0. G. 497 ;
Sargent v. Yalo Lock Mfg. Co, (E. 1879),
17 O. G. 106 ; 17 Blatch. 244 ; 4 Bann.
& A. 674 ; Smith v, O'Connor (I, 1873),
6 Fisher, 469 ; 4 O. G. 633 ; 2 Sawyer,
461.

That the plaintiff has a right to keep
up the price of tho invention and if the
infringement prevents this, the reduc-
tion in prico is part of the damages, see
Carter v. Baker (L. 1871), 4 Fisher,
404 ; 1 Sawyer, 512.

That where the pluintiff grants no
licenses but makes and sells articles
containing the invention which ave un-
salable without it, and the defendant by
selling infringing articles compels the
plaintiff to lower his prices, the entire
loss is imputable to the defendant, and
may be recovered by the plaintiff less a
proper allowance for other patented de-
vices contained in the defendant’s arti-
cle and for advantages enjoyed by him
in selling, see Yale Lock Co. v, Sargent
(E. 1886}, 117 U. 8, 638 ; 35 0. G, 497 ;
Fitch v. Bragg (E. 1883), 16 Fed. Rep.
243 ; 21 Blatch. 802 ; Sargent v. Yale
Lock Mfg. Co. (E. 1879), 17 0. G. 105 ;
17 Blateh. 244 ; 4 Bann. & A. 574.

That where the only damage consists
in the reduction of the plaintiff’s sales,
and the essential features of the plain-
tiff’'s and defendant’s devices are the
same, and this being part of a structure
13 always embraced with other things,
and yet by it the profit on the entire
structure is ‘made, and the defendant
rells at low prices and so takes away the

entire profit which the plaintiff would
otherwise have made, tho entire loss of
the plaintifl is to be compensated for in
damages, after deducting o proper sum
for any other patented device contained
in the defendant’s device and for any
other cause giving the defendant an ad-
vantage in selling the device, see Fitch
v. Bragg (E. 1883), 16 Fed. Rep. 243 ;
21 Blatch. 802.

That the value of the invention to
the plaintiff may be shown by license
fees, prices on sales, etc., see Gottfried
v. Crescent Brewing Co. (E. 1884), 30
0. G. 892 ; 22 Fed. Rep. 433.

That damages are measured by the
profit the patentee ordinarily received
from the sale of machines of that size,
see Blake v. Greenwood Cemetery (L.
1883), 16 Fed. Rep. 676 ; 21 Blatch.222.

That where the plaintiff manufac-
tures the invention his damages may be
measured by the manufacturer’s profits,
see Westlake v. Cartter (L. 1873), 4 O.
G. 636 ; 6 Fisher, 519.

That when the plaintiff is deprived
of his profits by the use of an element
covered by his patent, they are the
measure of damages, that being the

amount the defendant would have paid
him for it, see Putnam v. Lomax (E.
1881), 9 Fed. Rep. 448; 10 Bissell, 546.

That a loss by reduction of prices
must be proved to be due solely or to
a definite extent to the defendant’s in-
fringement, see Cornely v. Marckwald
(E. 1889), 131 U. 8. 169.

That loss by reduction of prices
thiough defendant’s competition must
be proved, not conjectured, and is coun-
tef-indicated if the plaintiff had gradu-
ally dropped his prices before the in-
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loss inflicted by this decrease of sales or lowering of prices
may be added that on goods made and left unsold through
the defendant’s competition.? lividence of remote or contin-
gent losses, which cannot be mcasured by the differcnce be-
tween the amount that the plaintiff would have cleared by his
invention had it not been for the infringement and the amount
of profits which he has actually received, is not admissible.®

§1062. Hvidence Conoerning Damages: Monopoly Enjoyed by
the Hxolusive Praotice of the Invention: Indireot
Evidence of tho Hxtent of Injury in Casoes where the
Owner of the Patented Invention Uses the Invention

and Bells its Produots.

Indirect evidence of the extent to which the plaintiff has
been injured, in cases where his exclusive enjoyment of the
invention consists in its use in his own business and the sale
of its products, is afforded by the profits resulting to the
defendant from the use of the invention during the infringe-

ment.1

fringement, seo Cornely v. Marckwald
(E. 1885), 238 Blatch. 163; 32 Fed. Rep.
292

That if the defendant causes the
plaintiff to lower his prices by publish-
ing the superiority of the infringing ar-
ticles, this is to be also considered, see
McCormick v. Seymour (L. 1851), 2
Blatch., 240.

¢ That the loss on goods made and
not sold on account of the defendant’s
competition are part of the damages, see
Carter v. Baker (L. 1871), 4 Fisher,
404 ; 1 Sawyer, 512.

5 That remote and uncertain losses
not distinctly traceable to the infringe-
ment cannot be shown, see Carter v,
Baker (L. 1871), 4 Fisher, 404 ; 1 Saw-
yer, 512,

§ 1062, 1 Under the theory of equity
that an infringer is accountable to the
patentee for all the gains or savings
which he may-have effected by the un-
lawful use.of the invention, the plaintiff
18 of course entitled to recover.all -the

There is no presumption, cither of law or fact, that

defendant’s profits irrespective of his
own loss, not, however, as damages but
as benefits accruing from the use of his
invention. In several cases the courts
have been misled by this equitable dec-
trine into the statement that the plain-
tiff may recover at law, as damages,
whatever the defendant may have made
by the infringement, employing thus
his profits as the measure of the plain-
tiff's loss. See Carter v. Baker (L.
1871), 4 Fisher, 404 ; 1 Sawyer, 512 ;
Case v. Brown (L. 1862), 2 Fisher,
268 ; 1 Bissell, 882 ; Conover v. Rapp
(L. 1859), 4 Fisher, 57 ; Serrell v.
Collins (L. 1857), 1 Fisher, 289;
Sickels v. Borden (L. 1856}, 3 Blatch.
5356 ; Wintermute ». Redington (L.
1856), 1 Fisher, 289 ; McCormick .
Seymour (L. 1851), 2 Blatch. 240;
Wilbur v. Beecher (L. 1850), 2 Blatch.
132 ; Buck v. Hermance (L. 1849), 1
Blatch, 898 ; Parker 9. Bamker (L.
18656), 6 McLean, 631.

That the profits realized by the de-
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the plaintiff has lost all that the defendant has gained, or that

the defendant’s advantage 18 cqual to the plaintiff’s loss.

fendant from the use of the invention
represent the value of that use to him,
and constitute o fact to be considered
by the jury in arriving at an estimato of
the plaintifl's loss, thoro can _be no
doubt. Such a rule is sound in theory
and has been demonstrated by experi-
cnco to be advantageous in practice.
Thus that the profits made by thoe de-
fondant from the infringement moy be
shown by evidence and regarded by the
jury, sce Byerly @. Cleveland Linseed
Oil Works (L. 1887), 31 FFed. Rep. 73 ;
Royer v, Coupe (L. 1886), 39 O. G. 239 ;
29 Fed. Rop. 358 ; Burdell ». Denig
(L. 1875), 92 U. 8. 7168 Littlefield v,
Perry (K. 1874), 21 Wall. 206; 7 O. G.
964; Cowing & Rumsey (L. 1870), 4
Fisher, 276; 8 Blatch, 36 ; Waterbury
Brass Co. v. N. Y. & Brooklyn Brass
Co. {L. 1858), 3 Fisher, 43 ; Ransom v,
Mayor of New York (L. 1856), 1 Fisher,
2562,

It is also sometimes stated that in
ascertaining the defendant’s profits the
methods proper in equity may be em-
ployed. (See Burdell ». Denig (L. 1875),
02 U. 8. 716.) So far as this relates to
the actual profits received by the de-
fendant in money or in money’s worth
it is perhaps true. But in equity the
profit of the defendant is measured by
the advantage which he derived from
the use of the infringing invention 'in
excess of what he might have gained
by the employment of some art or in-
strument already open to the public,—
a method whose justice and correctness
is doubtful at least in equity and which
is evidently erroneous at law. (See the
matter discussed, note b, post.) In equity
the defendant’s profit also includes not
merely the positive gains which he ob-
tained by the infringement, but the
saving from greater losses than he has
actually incurred, though the infringing

But

businoss hns beon conducted at a loss,
(See Conover v. Mers (E. 1873), 11
Blatch. 197 ; 6 Fisher, 506.) 'That
such savings can in all cases boe em-
braced in the dofendant’s profits as o
guide to tho loss sustained by the plain-
tifl may well be disputed.  When the
infringement can bo soparated from tho
other parts of the defondaut’s enterprise,
and has in its separnto state been profit.
able, such profits aro to bo considered.
But when the infringement takes place
under circumstances which entail o loss
on the defendant, and at the same time
show that had the plaintiff engaged in
the undertaking in which he has been
thus forestalled by the defendant he
would have met with similar losses, the
fact that the defendant’s loss would have
been greater if he had not employed the
patented invention, so far from tending
to show that his infringetnent has pre-
vented the plaintiff from realizing prof-
its, proves that it has benefited him by
protecting him from loss.

The true doctrine of profits at law
seems to be stated in the following cases:
In Campbell ». Barclay (L. 1870), 5
Bissell, 179, Blodgett, J.: (180} ‘“ Nor
is the amount of damages to be meas-
ured solely by the profits which the
defendant realized by the use of the
patent, because he may have conducted
his business in so unsuccessful a manner
as to bave made no profits, notwith-
standing the use of the patent. In
other words, he might have lost money
in the business whether he used the
patented tool or used the old-fashioned
implement.”’

In Many v. Sizer (L. 1849), 1 Fisher,
17, Sprague, J.: (30) “The number of
wheels which the defendant has made,
and the amount of profit he has realized
from them have been presented to you
by the plaintiff, as grounds of damages.

§ 1062
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the pecuniary benefit which the defendant has derived from
the unlawful use of the invention, whether by an increase
in thie quality of his products and the quantity of his sales, or
by a decrease in the expense of manufacture, is a fact from
which, in connection with other facts, the jury may infer the
amount by which the plaintiff’s sales and prices have been

reduced through the infringement.?

They are proper to be takeun into con-
siderntion, but are not conclusive as to
the oxtent of the injury, which may bo
cither greater or less than the profits
renlized by the defendants. A plaintiff
may be manufacturing his patented ar-
ticle himself, and making it to a profit,
while another man may make it to a
disadvantage, and yet the spurious arti-
cle carried into the market may dis-
place the original. In such case, the
injury to the patentee would be greater
than any profit upon the spurious pro-
duction, On the other hand, a defend.
ant’s article may not displace the origi-
nal, and in that case the injury would
be less. And again, it may be that a
plaintiff may derive a profit from licens-
ing other parties to construct his inven-
tion ; and any piracy upon it, by de-
priving him of a portion of the profits
of such licenses, would be an injury to
be taken into account by a jury.”

That the profits of the defendant are
not always the measure of the plaintiff's
damages, the damages being the loss
actually sustained by the plaintiff as
shown by the evidence, see Magic Ruffle
Co. v. Elm City Co. (E. 1877), 11 O. G.
501; 14 Blatch. 109; 2 Bann. & A.
508 ; Birdsall v. Coolidge (L. 1876), 93
U.8.64;100. G. 748 ; Goodyear Dental
Vulcanite Co. v. Van Antwerp (E. 1876),
90, G, 497 ; 2 Bann. & A, 252; Me-
Comb v, Brodie (L. 1872), 2 O. G. 117;
1 Woods, 153 ; 6 Fisher, 884 ; Cowing
v. Rumsey (L. 1870), 4 Fisher, 275 ;
8 Blatch. 86.

That the defendant’s profits measure
the damages only when the invention is

If it be shown that the

a new thing, or n new form of a known
thing, which as e distinct species can be
put inte market cheaper, or is more val-
table, so as to supersede or exclude other
articles of the same ¢luss, and where the
profit of the patentee consists in a com-
plete monopoly of the invention as a
unit, all competition being excluded,
seo Livingston v. Jones (L. 1861), 2
Fisher, 207 ; 8 Wall. Jr. 330.

That profits due to the use of an
improvement cannot be regarded as part
of the damages in a suit upon a patent
for the original invention, see Carter v.
Baker (L.1871), 4 Fisher, 404; 1 Sawyer,
512.

2 In Philpv. Nock (1..1873), 17 Wall,
460, Swayne, J.: (462) *‘In arriving at
their conclusion the profit made by the
defendant and that lost by the plaintiff
are among the elements which the jury
may consider,”

In Suffolk Co. v. Hayden {L. 1865), 3
Wall. 315, Nelson, J.: (320) ¢ This
question of damages, under the rule
given in the statute, is always attended
with difficulty and embarrassinent both
to the court and jury. There being no
established patent or license fee in the
case, in order to get at a fair measure of
damages, or even an approximation to
it, general evidence must necessarily be
resorted to. And what evidence could
be more appropriate and pertinent than
that of the utility and advantage of the
invention over the old modes or devices
that had been used for working out sim-
ilar results ¥ With a knowledge of these
benefits to the persons whoe have used
the invention, and the extent of the use

§ 1062
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plaintifl. was rondy nud ablo to supply the market with his
producta, the inforenae is o fule one that ha woukd have kol
sl that tho dolfondant sold.b 11 his facilition for manufuetur
ing wore oqual to thoso of tho dofondant it may well be eon
oludod that tho poreontago of hia profits would not have heen
fosma than thoso of the dofondant.  Whoen thoso two conneeting
faots are ostuablishod, tho -valuo of the use of tho inveution to
tho defondant, as shown by the ineronss of his salos or profits,
affords a just and ronsonablo moasuro of tho plaintifl's loss,!
It has boon often stnted by tho courts that in estimating the

by an infringer, n jury will be fn pos.
pearion of material and controlling fnots,
that may onable them, in the oxereiso
of a sound judgmont, to nseertatn the
damages, or, {n othor wonds, tho losa to
the patonteo or owner, by the pimey
inatead of the purchase of the use of the
fnvontien,”

Boo alro Cowing v, Rumaey (L. 1870),
d Yisher, 978 ; 8 Ulatoh, 80,

That profits may bo resovered for the
use of the {nvention without reforence
to the usual royalty, seo Knox v, Groat
Wostern  Quicksilver  Minine  Co,
(15, 1878), 14 O, Q. 807 ; 0 Sawyor, 430;
4 Bann, & AL 40,

That prolits cannot be measured by
roynltion, sce Tilghman v, Prootor
(V. 1888) 196 U. 8. 136; 43 0. G. 028 ;
Woonter v. Taylor (1. 1878) 14 DBlateh,
403 ; 3 Bann, & A, 841,

8 That thore s no presumption of
law that the plaintilf would have sold
all that tho defendant did, sco Roomer
o. Simon (E, 1887), 81 Fed. Rop. 41 ; 40
0. G, 1456 ; Cornoly v. Marckwald
(E. 1885) 82 Fod. Rep. 302 ; 23 Blatoh.
143 : Zone ve Pock Brothors (k. 1882),
13 Fed, Rop. 476; 23 0. Q. 101 ;
Ingorsoll v, Musgrove (K. 1878), 18 O.
G. 96¢; 14 Blateh, 541 ; 3 Bann. & A.
804 ; Hawes v. Washburno (L. 157%), &
0. Q. 491 ; Carter v. Bakor (1. 1871), 4
Fishor, 404 ; 1 Sawyor, 612 ; Goodyoar
v. Bishop (L. 1801), 2 Fisher, 164 ; Sey-

mour ¢ MeCornmiele (1., T8OHH), 160 How,
410, oo nlno § 1088, noto Y, post.
(ra, MeCormbele v, Beywmour (L, 18010,
2 Blateh. 240 ; Wilbwe v,
(L. 1860), 2 Biateh, 109,

Thnt the meanuro of damnges s the
profits the plalntiille wonld have made if
they had supplied the defendant’s cus.
tonmwers providod it fa shown that they
would have supplied theny, ave Zinne .
Pook Brothers (15, 1882), 18 F'wd, Rep,
470 ; 23 O, 4, 1N,

That where the platnti(l {a able nud
rely Lo supply all oustomers aml haos
had a provious control of the macket, it
may be {nforred that all who bought of
tho dofendant would have bLought of
him, ree Qouli’'s MIig. Co. v, Cowing
(¥. 1882), 106 U, 8, 263 21 O, G,
1977 ; Bigolow Carpot Co. v. Dolwon
(.. 1882), 21 O. (4, 1200; 10 Fed.
Rop. 886,

That whero beforo his {nfringement
the defendant bought the articles from
tho plaintifl it is a falr prosumption that
had he nob infringed he would havo
bought the same number which ho
wrongfully made, sco Orenmor v, Bowory
(I.. 1888) 80 Fed. Rop. 200.

¢ That tho profits of the defondant are
equally the moasure of the plaintifs
demages, whothoer the infringoment is
wilful or not, seo Wintermuto v, Red-
ington (L. 18566), 1 Flsher, 230.

Peve ey
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ndvantogre derived by the defendant from the ure of the plain-
L' invontion, the comporison must beinstituted  hetween
the pdented invention and sach instruments or operations an
nre open to publio smployment, and that if the benefit whicl
ho receives from the praetico of the plaintif's invention does
not. axceed that which he would obtnin by using other menns
wlrendy i possesaion of the publie, he doew not gain nor does
Lha plaintifl loso by the infringement.  Tho theory on which
this doctrine resta s thing — thut as the gquality of the defend-
nit'w products and tho quantity of his sales are nob inerensed,
hy the invasion of the monopoly, heyond the standard which
(hoy might have rightfully reachod without it, nor the cont, of
production reduced bolow the nmount. attending the proper
use of differont applinncos, it cannot be considerad that his
profits or his salos have boon enlurged by his unlawful use
of the invontion; while the oxistence of other inventions, to
which tho publie had no free accesn, or of better menns which
wero dovided and patented oaftor the issue of the plaintiff's

8 In Nlack v, Thorne (I, 18R4), 111
. A, 132, lﬂll'l', J. o (12” ‘[t doer not
nlwnys follow that because n party miny
have made an improvement in n ma.
chine nnd obtnined o patont for it, an-
other using the improvemoent and in.
fringing upon tho patentee’s righta will
bo muleted in more than nominal dam-
nges for the infringomont., If other
vaothods in common wse produce the
samo rosnlts, with equal facility and
cont, the use of tho patentod Invention
ennnot add to thoe gaine of the infringer
or lmpnlr the just rewards of tho inven.
tor, The inventor may indeed prohibit
the uae, or exnct o license foo for it, aud
if such liconso foo has beon genorally
pald, its amount may be taken ox the
criterion of damags to hitn when his
righta aro infringed. In the absence of
auch oritorion, the damnges must noces-
marlly bo nominal.,” 37 0. Q. 416
(410),

Bos also Tlghman o, Prootor (F.
1888) 126 U. 8, 180; 43 0. G. 028 ;

Hhannon v, Bruner (6, 188K) 83 Fed.
Rep. 871 ; MoMureay v, Finerson ([
18Kk8) 80 Fed. HRep. 0013 Royer v,
Coupe (1. 1880), 20 Fed. Reop., 808,
80 (. (1, 289 ; Tureill v, HHunois Central
. R Co. (. 1878), &6 Blarell, 844,
Berrall », Colline (1, 1807), 1 Fisher,
280,

That the damages may ba measured
by the differaniee in value between the
oll and new devices, meo Brodle w,
Ophir 8ilver Miuing Co. (1. 1807), 4
Figher, 187 ; b Bawyer, 608.

That the meanure of damagos for the
infringement of a design is its excess
of valtie over any open to the publie
see Tomkinwon v, Willetts Mfy. Co.
(K. 1888) 84 O. 0. 530,

That some onse elso han got as good a
device as the plainti{l's does not destroy
its value though it may affect it, aee
National Car Brake Shoo Cn. v. Torre
Haute Car & Mfg. Co. (1. 1884), 10 Fed.
Rep, 514 ; 2% 0. U, 1007.

§ 1082
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patent, are facts which cannot be considered, since the deo-
fendant, having chosen to avail himsclf of the plaintiff's in-
vontion, should not be permitted to escape respousibility on
the ground that he could have derived a similar benefit from
the infringement of a different patent.® Whether or not this
doctrine and its underlying theory will bear investigation
when applied to profits in equity, they certainly seem to be
erroncous in reference to-those profits which can be tuken as

the measure of damages at law.7

8 That the deferdant could have ob-
tained the snme advantage by employing
a differont patented invention is immate-
rial, see Turrill ». Illinois Central R. RR.
Co. (E. 1880), 20 Fed. Rep. 812.

7 The doctrine whose correctness is
hore questioned may be stated in the
following proposition : viz, that the
profits of a defendant from the use or
sale of an infringing invention, whon
taken as the subject-matter of un ac-
count in equity or as the measure of
damages at law, includes only such
gains or savings as he could not have
derived from the use or sale of any in-
vention then open to the public. This
proposition contains a truth which must
be carefully distinguished before the
errors of the remainder can be fairly
judged.

(1} Every invention is either an
original invention or an improvement
on an original. If an original, it belongs
entirely to the inventorand its infringe-
ment involves an injury commensurate
with the scope of the complete invention
used. If an improvement, the improve-
ment merely, not the original, belongs
to the inventor, aud an infringement
consisting in the use or sale of the orig-
inal plus the improvement involves an
injury commensurate only with the
scope of the improvement as distin-
guished from the original ; the employ-
ment of the latter, if it be not open to
the public, being an injury to the rights
of its inventor alone, Hence where the

But they have been so

plaintif’s invention is an improvement
used with its original, and he is not tho
owner of the patent for the original,
or the original is free to tho public, the
sole loss that he can sustain, and the
sole benefit which thoe defendant can
derive, from the infringement must re-
lute to the improvement ; and in ascer-
taining this benefit, whether in equity
or at law, no advantage should be in-
cluded which could have been c¢btained
by the use of the original without the
plaintifi’s improvement. This rule is
indisputable, but it is simply another
way of stating that the profits arising
from the use of the plaintiff°’s invention
must be separated from those arising
from any other cause, and required no
additional expression in the propoesition
now considered. It applies, however,
in either mode of statement only to
cases in which the improvement is used
with its original, since if the improve-
ment is independently employed it loses
its character as an improvement and
follows the rule now to be discussed
concerning original inventions.

(2) When an infringing act of mak-
ing, use, or sale, is confined to and em-
braces the plaintifi’s entire invention,
such invention is, at least in reference to
that infringement, an original invention,
not dependent on any other for whose
use in connection with it an allowance
must be made, and not including any
whose value must be separated from its
own in order that the plaintifi°s loss or
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long accepted, and are now supported by so many eminent

authorities, that they must here be treated as correct.

tho defendant’s gain from its employ-
ment may be measured. Here it would
seorn most in harmony with tho foregoing
rule, whoso proper antithesis it is, os
woll as with tho ordinary methods of
practical jurisprudence, to estitnate tho
profits of the defendant at the entire
advantage dorived Ly him from the use
of the invention, irrespective of any
other arts or instruments whatever.
And such would probably have beon the
current of authority but for the utter-
ances of several of our courts (of which
the extract in note b, ante, is a sample)
where the doctrineapplicable to improve-
ments only is stated without limitation
and thus extended to cover all infringe-
ments of whatever character or scope.
To detect and weigh the error in these
utterances it is necessary to consider
them first as they affect the rule of profits
in equity, and second as they affect the
rule of damages at law.

(3) first, profits in equity are the
gain or saving, or both, which the de-
fendant has made by employing the in-
fringing invention. This gain or saving
is a fact. It is an actual pecuniary
benefit which has resulted directly from
the defendant’s wrongful use of the plain-
tiff’s property, which he has had and
enjoyed, and to which, on equitable
theories, the plaintiff is entitled. Now
what relevancy to this condition of affairs
has the fact, if it be a fact, that the
defendant, by using an invention which
he had a right to use, might have re-
ceived the same pecuniary benefit? It
does not alter the fact that he has wrong-
fully used the plaintifi’s invention. It
does not lessen the amount of dollars
and cents that he has received or saved
as the direct result of his infringement.
1t does not qualify the plaintiff’s claim
to his own property and to the proceeds
of its unauthorized use. On the contrary,

If,

to allow the defendant to keep his un-
righteous gains, because he might have
honestly acquired an equal amount,
ignores the facts, deprives the plaintiff
of his lawful rights, and recompenses
the wrong-doer for the injury he has in-
flicted. Such a proceeding finds no
parallel in any other department of
remedial justice, whether civil or crim-
inal. If the defendunt were a true
trustee of the plaintiff, and by a mis-
appropriation of the trust estate had for-
tunately realized large profits, could he
retain them on the ground that he had
property of his own with which he might
have entered on the same enterprises
with the same results? If he were a
trustee de son tort, and having intruded
himself into the management of the
cestut que trust’s estate had profited by
converting its resources to his own use,
could he refuse to render up both capital
and profits because other and lawful
methods might have yielded him a cor-
responding gain? If he were a simple
tort-feasor and were required to disgorge
the fruits of his appropriation of the
plaintifi’'s property, could he defend by
showing that he might have bought or
borrowed to the same advantage property
of the same amount or kind ¥ The rule
becomes an absurdity upon analysis or
varied application, and its presence in
our law can only be accounted for by
regarding it as a careless extension of
the true rule which separates between
the improvement and the original in-
vention.

(4) Second, at law the profits of the
defendant serve merely as an indication
of the amount which the plaintifl’ has
lost through the infringement, and are
of no significance until it has been proved
that the advantage derived by the de-
fendant from the invention would, but
for the infringement, have been enjoyed
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therefore, the cvidence discloses that the defendant cenjoyed
asdvantages in the use of the plaintiff’s invention which could

by thoe plaintiff. Obviously to make
this rule of any practical valuo the same
modo of estimating the defendant’s
profits must bo employed that would
have been pursued in ascertaining them
if they had been made by the plaintiff,
The same itoms must be debited to him
as representing the * yield ” of the en.
torprise, and the same deductions al-
lowed as constituting the *‘cost,” as if
he were the plaintiff balancing his
account of gains and loss, But intoa
calculation of profits by the rightful
owner of an invention, the amount he
might have made by using something
else never onters either as an expense or
a receipt. The enterprise, like all other
commercial undertakings, stands by
itself, its results being rendered neithor
greater nor leas by the possible results
of different ventures to which the time
or capital or labor of the manufacturer
or merchant might have been directed.
The profit which the plaintiff would
have made thus embraces the entire
difference between ““cost ’ end ¢ yield ”;
the loss which he has suffered is com.
mensurate with the profit he would have
made ; and this profit having been re-
ceived by the defendant must be esti-
mated as the plaintiff’a profits would
have been and as his loss must be, irres.
pective of all exterior comparisons, or
the whole rule becomes uncertain,
speculative, and impracticable. The an.
alogies as well as the reason of the law
are all in harmony with this position.
A disseisor cannot reduce the amount
of mesns profits for which he is account-
sble by showing that he might have
occupied land of his own with equal
benefit to himself. A converter of per-
sonal property does not decrease the
plaintiff's damages for the unlawful
detention by proving that similar and
as available chattels were lawfully at his

command. On what ground ean o dis.
tinction bo made in the cago of a wrong-
ful appropristion of another's patonted
invention, whereby the owner is to bo
deprived wholly or in part of adequate
rodress becauso the defendant could, by
obedience to law, have reaped a similar
advantage

(6) To the foregoing argument it may
be objected that the benefit conferred by
any inventor on the public is measured
by the difference in value between his
new art or instrument and those which
were already in possession of the public.
Theoretically this is true ; but it has
nothing to do with the present question
for two reasons ; first, that such a differ.
ence is always incapable of pecuniary
calculation or of any approximate con-
jecture ; and second, that though it
were ascertainable, the general benefit to
the public from the invention, if it were
freo, cannot tend to show the actual loss
to the inventor or the unlawful gain to
the infringer by his invasion of the
monopoly. It would bean outrage upon
common-sense as well as justice to de.
cide that a defendant who had lost by
the infringement must account in equity
for profits which, on the basis of the
general public benefit derived from the
invention, he ought to have secured ;
or, it being found that but for the in-
fringement the plaintiff would have
commanded the entire market, to mulct
the infringer in damages at law meas-
ured by the profita which manufacturers
in general would have realized from ‘the
business, without regard to his own ex-
pense for production or the prices real-
ized upon his sales. And or the other
hand an equal wrong would be inflicted
on the plaintiff if compensation for the
infringement were denied him on the
ground that his invention, however
valuable in itself and productive to its
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not have been attained by the employment of means already

given to the public, the pecuniary value of that advantage,
measured by whatever increase in his sales or profits may

be due to the invention, indicates the extent to which the
plaintift has suffered by his wrongful acts. This value should
be calculated for the entire period of the infringement, but
must not include the advantage which the defendant may
have gained by any use of the invention before the issue of
the patent.® 1t must also be confined to the benefits which
flow from the use of the plaintiff’s invention, as distinguished
from every other instrument or operation which the defend-
ant has employed in the manufacture of his products. Thus

employers, was of no greater compara-
tive utility than other inventions which
were not protected by a patent. Of
the limitation placed by the court to
the operation of this controverted doc-
trine, in confining the comparison to
inventions already free to the public,
and making no allowance to the defend-
ant because other patented inventions
might have been equally profitable to
him, it is necessary to say only that if
the main doctrine is unsound this be-
comes of no consequence, while if the
former is sustained as an arbitrary rule
of calculation the latter, which evidently
rests rather upon some notion of a pen-
alty to the wrong-doer than on that
of compensation to the injured party,
18 no more arbitrary and unreasonable
than the former.

(6) £horn of the errors thus pointed
out and explained, the true rule in ref-
erence to the subject seems to be this :

1. That the inventor of an improve-
ment is entitled to profits or damages
only for the infringement of his improve-
ment, and that in estimating these a
deduction must be made from the entire
profits of the enterprise of all such profits
as are due to the original.

2. That where the invention is an
original invention, or an improvement
used independently and as an original,

the plaintiff is entitled to profits or
damages for its use by the defendant as
he has used it, without regard to any-
thing else he might have used, lawfully
or unlawfully, in the promotion of his
business.

Recognitions more or less explicit of
this distinction and of the rule as here
maintained are discoverable in many of
the cases heretofore referred to, of which
Shannon v». Bruner (1888), 26 Fed,
Rep. 901, and American Nicholson Pave-
ment Co. v. City of Elizabeth (1874), 6
0. G. 764, 1 Bann. & A. 439, are fair
examples. In the text, however, the
rule as generally stated by the courts is
followed, their utterances being regarded
as the law, to whatever criticism it may
be subjected in this collateral dis-
cussion.

8 That the value of an infringement is
its value at the date of the infringe-
ment, see National Car Brake Shoe Co.
v. Terre Haute Car & Mfg, Co. (L. 1884),
28 0. G. 1007 ; 19 Fed. Rep. 514.

That where the infringing articles
were in use when the patent was granted
the value of their use since the issue of
the patent and as long as they will last,
is the measure of damages, see Brodie
v. Ophir Silver Mining Co. (L. 1867), 4
Fisher, 137 ; b Sawyer, 608.
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whoero the plaintiff’s invention is 2 mere improvement upon an
existing process or machine, the advantage derived from the
improvemont must bo separated from that aceruing from the
original, and only tho value of the former advantage be con-
sidered.? But if tho process or machine was valucless with-
out the improvement, or if the two were always used together
in the practice of tho arty or if the defendant has so confused
his own invention with that of the plaintiff that their re-
spective benefits cannot be soparated, tho value of the wholo
advantage gained is imputed to the plaintift’s improvement
and may be taken as the measure of his loss.l® The amount
of the pecuniary profit received by the defendant from his use
of the invention may be shown by evidence disclosing the
quantity of his sales, the priccs obtained, the cost of manu-

facture, and the expense of marketing.!

® In Philp v, Nock (L.1873), 17 Wall.
460, Swayne, J.: (462) * Whero the
infringement is confined to o part of the
thing sold, the recovery must be limited
accorllingly. Itcannot beas if the entire
thing were covered by the patent; or,
where that is the case, as if the infringe-
ment wereas large as the monopoly.”

That the damages are to be ascer-
tained by the increased profit to the de-
fendant from making and selling the
invention, not considering the increased
facilities in manufacture due to inven-
tions since the issue of the patent or its
assignment to the plaintiff, see Wayne
v. Holmes (L. 1856), 2 Fisher, 20; 1
Bond, 27.

That the profits of the patented in-
vention alone are to be considered, apart
from other devices with which it may
be associated, see Tuttle v. Gaylord
(E. 1886), 36 O. G. 694 ; 28 Fed. Rep.
97; Haydenv. Suffolk Mfg. Co. (L. 1862),
4 Fisher, 86 ; Seymour v. McConnick
(L. 1853), 16 How. 480.

See § 1063, note 8, post.

10 That where the plaintiff's inven.-
tion is an improvement and the old de-
vice is now never used without it, the

If his products

entire profit is the measure of damagos,
seo McCormick v. S8eymour (L. 1851), 2
Blatch. 240.

That if the defendant’s process de-
rives all its value from the plaintiff’s in-
vention, the profits are measured by that
value, though other processes equally
useful to the defendant, but resulting
in a different but as valuable a product,
were open to him, see Whitney v. Mowry,
(E. 1870), 4 Fisher, 207,

That the profits due to the defend-
ant's improvements do not form a meas-
ure of the plaintiff's damages, but if
inseparable from those resulting from
the use of the plaintiff's device, they
belong to the plaintiff, not to the de-
fendant who wrongfully confused them,
see Carter v, Baker (L. i¢71), 4 Fisher,
404 ; 1 Bawyer, 512.

See also § 1063, note 7, post.

11 That when damages are measured
by profits, these are the selling price
less the cost of making and selling, the
risk of bad debts and interest on capi-
tal, see McCormick v. Seymour (L.
1851), 2 Blatch. 240 ; Wilbar v. Beecher
(1. 1850), 2 Blatch. 132.

That the added price charged by the
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derive their entire market value from tho use of the plaintiff's
invention, this evidence will be suflicient, since the difference
between cost and receipts will be the profit resulting from the
invention. If his products are marketable when not made
with the plaintiff’s process or machine, but in less quantities
or at a lower price or greater cost, other evidence becomes
necessai’y to scparate that incrcase in the sales or profits
which is due to the invention. Decfinite and direct testimony
upon this point is not always procurable, and in its abscnce
any facts which indicate the degree of such increase may be
shown. The amount afterwards paid by the defendant for an
equivalent invention, or for a license to use it, or as royaltics
upon his products, may thus be proved as an admission by
him of its value in his business.’? Even the opinions of wit-
nesses having experience in the trade are proper testimony
upon this subject.!® But the expense of making the inven-
tion, or the price for which it is sold to others by the plaintiff,
or the amount of an injunction-bond demanded from the de-
fendant in the case at bar, are of themselves no guide to its
value to the defendant, since this value must depend, not on
the cost of the invention, nor the estimation formed by others
of its worth, but on the profits he himself has made by its

employment.’* When the value of the advantage received by

defendant when he used the plaintiff’'s Co. (E. 1879) 17 Blatch. 249 ; 4 Bann.

invention is a fair indication of its value
to him, see Vulcanite Paving Co. v.
American Artificial Stone Pavement Co.
(E. 1888), 36 Fed. Rep. 378.

That upon the question of the de-
fendant’s profits, the whole expense of
opening and closing up the business
cannot be charged to the patent, see
Goodyear v. Bishop (L. 1861), 2 Fisher,
154.

Upon the whole question of profits
and the items which enter into the ac-
count, see §§ 1063, 1138-1149, and
notes, post.

12 That the wvalue of the invention
to the defendant may be shown by li-
cense fees paid by him for an equivalent
benefit, see Surgent v. Yale Lock Mfg.

& A. 579 ; 17 O. G. 108,

That an established royulty is evi-
dence of value but not an absolute
test, see Wooster v. Thornton (E. 1886),
26 Fed. Rep. 274 ; 34 O. G. 560.

18 That when there is no established
license fee, the court in estimating dam-
ages may consider (1) the manufactur.
er's price ; (2) the percentage which
usually makes e fair royalty; (3) the

judgment of competent experts familiar

with the sale and profit; (4)the price paidl
by others for licenses, etc., see McKeever
v. United States (1878), 14 Court of
Claims, 396 ; 23 O. G. 15625.

4 That neither the price for which
the device might sell nor the expense of
making it is the proper measure of
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the defendant from the use of the plaintiff’s invention has
been thus determined, and other evidence has demonstrated
that but for the infringement the plaintiff would have sup-
plicd the market at an equal profit, the question still remains
whether the plaintiff has not suffered other losses beyond the
mere supersedure of his own products by those of the defend-
ant. The goods placed ‘on the market by the defendant may
have been of an inferior quality and by diminishing the repu-
tation may have decreased the salability of all prodncts of the
patented machine or process by whomsoever manufactured, or
the defendant may have lowered his prices to obtain a market,
confent with a less profit than justice would award the plain-
tiff at whose expense of skill or time or money the invention
was created, and in this manner may not only have reccived
» smaller benefit himself than the plaintiff would have gained
from the manufacture and sale of the same products, but have
directly injured the business of all those who use the inven-
tion under the protection of the patent.® These damages

damages where only making is proved,
gsee Whittemore v. Cutter (L. 1813), 1
Gallison, 478 ; 1 Robb, 40.

That the damages are not shown by
the prices at which the plaintiff sold
certain territory, see Campbell v, Bar-
¢lay (L. 1870), 5 Bissell, 179.

That it cannot be assumed that the
defendant’s profit was as much as the
plaintiff’s would have been, see Roemer
v. Simon (E. 1887), 81 Fed. Rep. 41 ;
40 O. G. 1466,

That the amount of the bond ordered
on an injunction is no evidence of the

value in dispute, see Brown v, Shannon
(E. 1857), 20 How. 55.

(L. 1872), & Fisher, 884 ; 2 0. G, 117;
1 Woods, 153; Carter v. Baker (L. 1871),
4 Fisher, 404 ; 1 Sawyer, 512.

See also § 1063, note 10, post.

That the defendant’s profits are usu-
ally the measure of the plaintiff's dam-
ages, though additional damages are
occasionally required, see Littlefield v.
Perry (E. 1874), 21 Wall. 206; 7 O. G.
964.

That the plaintiff’s profit is the meas-
ure of damages if it be shown that the
sales would have been made by him,
see Blake v. Greenwood Cemetery (E.
1883), 16 Fed. Rep. 676 ; 25 O. G. 89 ;
21 Blatch. 222 ; American Saw Co. v.

15 That where the goods sold by the
defendant would otherwizse have been
sold at a higher price by the plaintiff,
the measure of damages is the profit the
plaintiff would have received on such
sales at such advanced price, see Hobbie
v. Smith (L. 1888), 27 Fed. Rep. 656 ;
American Saw Co. v. Emerson (E. 1880),
8 Fed. Rep. 808; McComb v. Brodie

Emerson (E. 1880), 8 Fed. Rep. 806;
McComb v. Brodie (L. 1872), 5 Fisher,
384 ; 20, G. 117 ; 1 Woods, 153.

That a receipt in full for the use of
certain machines is admissible to lessen
the damages pro tanto, see Burdell v.
Denig (L. 1875), 92 U. 8. 718.

That no damages are allowed unless
the invention is proved to be useful, see
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are not shown by the value of the use of the invention to the
defendant, but are additional losses falling upon the plaintiff
or his specific liconsees in consequence of the infringement,

and are to be proved by direct cvidence in the mode before
described.

§ 1063. Bvidence Concerning Damages: Monopoly Enjoyed by
the Hxclusive Practice of the Invention: Indirecot
Hvidence of the EHxtent of Injury when the Owner

of the Patented Invention Males and Sells it to the
Public.

When the exclusive use of the invention by the plaintiff
or his specific licensees assumes the second form, and con-
sists in the manufacture and sale of the patented invention,
indirect evidence of the loss sustained by the infringement
18 afforded by the profits made by the defendant upon his
unlawful sales.! Here, as in the case of an infringing use
of the invention, it cannot be assumed that the plaintiff
would have sold all that the defendant sold, or that his per-
centage of profit would have been the same.? Nor, on the

Knight ». Baltimore & Ohio R. R. Co.
(L. 1840), Taney, 106 ; 3 Fisher, 1.

That the defendant cannot show that
the plaintiff’s device was useless to him,
if he used it, see Turrill v. Illinois Cen-
tral R. R. Co. (E. 1873), 5 Bissell, 344.

§ 1063, 1 That the profits made by
the defendant on infringing articles
sold by him tends to show the amount
of the plaintifi's loss, see Covert .
Sargent (E. 1889), 38 Fed. Rep. 237 ;
Carter v. Baker (L. 1871}, 4 Fisher,
404 ; 1 Sawyer, 512; Buck v. Hermance
(L. 1849), 1 Blatch. 398.

2In Seymour v.. McCormick (L.
1853), 16 How, 480, Grier, J.: (490) ¢“It
is only where, from the peculiar circum-
stances of the case, no other rule can
be found, that the defendant's profits
become the criterion of the plaintiff's
loss. Actual damages must be actually
proved, and cannot be assumed as a
legal inference from any facts which
amount not to actual proof of the fact.

What a patentes *would have made,
if the infringer had not interfered with
his rights,” i8 a question of fact and
not ‘a judgment of law.” The question
is not what speculatively he may have
lost, but what actually he did lose. It
is not a ‘ judgment of law’ or necessary
legal inference that if all the manufac.
turers of steam-engines and locomotives
who have built and sold engines with a
patented cut-off, or steam-whistle, had
not made such engines, that therefore
all the purchasers of engines would have
employed the patentee of the cut-off, or
whistle ; and that, consequently, such
patentee is entitled to all the profits
made in the manufacture of such steam-
engines by those who may have used
his improvement without his license.
Such a rule of damages would be better
entitled to the epithet of *speculative,’
‘imaginary,’ or ‘fanciful,’ than that
of ‘actual.’”

A contrary doctrine has sometimes
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contrary, can it bo inferred that the plaintiff’s loss is limited
to what the defendant may have gained. When it is proved
that the plaintiff was ready and able to supply the market,
that those who would have becen his customers have bought
of the defendant, and that his expense in manufacturing and
marketing the patented articles would not have exceeded that
incurred by the defendant, it may safely be presumed that
but for the infringement he would have made the prolits
which have been received by tho defendant.? These essentiul
connecting facts being established, the amount of the defend-

been held. Thus in Wilbur v, Beeclior
(L. 1850), 2 Blatch. 132, Nelson, J. :
(143) ‘* If the defendant has been guilty
of violating the plaintiff's rights, the
rule on the question of damages is, that
the plaintiff is entitled to all the actual
profitsa which the defendant has made
by the use of the principle of the plain-
tiff’s combination. In other words, the
plaintiff is entitled to all the damnages
which he has sustained by reason of the
use which the defendant has made of
the plaintiff’s property. This 1is, in
effect, the same thing, because the law
presumes that if the defendant had not
put his machines into the market, the
demand would have been for the plain-
tiff’s, and that he would have received
the profits on the machines which have
been made and sold by the defendant.
Vinuictive or exemplary damages are
not allowed. The jury are confined to
the actual damages, and the law has
provided that the court may increase
those damages in proper cases.’’
Fuarther, that it cannot be presumed
that the plaintiff would have sold all
that the defendant sold, see Roemer v.
Simon (E. 1887), 31 Fed. Rep. 41 ; 40
0. G, 1456 ; Hall v. Stern (E. 1884), 20
Fed, Rep. 788 ; Ingersoll v. Musgrove
(E. 1878), 13 O. G. 986 ; 14 Blatch.
541; 3 Bann. & A, 304 ; Hawes v. Wash-
burne (L. 1872), b 0. G. 491 ; Carter v.
Baker {L. 1871), 4 Fisher, 404 ; 1 Baw-

yer, 612 ; Goodyear v. Bishop (L. 1861),
2 Fisher, 154.

That it cannot be assumed that the
plaintiff would have sold all the defend-
ant sold, especially where defendant's
articles are cheaper and of poorer qual-
ity, see Dobson v. Doman (E. 1884),
118 U. 8. 10; 35 0. G. 760.

8 That where the plaintiff has had
control of the market it will be pre-
sumed that he would have sold all that
has been sold, and that all profits made
by the defendant would have been made
by him, see Gould's Mfg. Co. v. Cow-
ing (E. 1882), 1056 U. 8, 253 ; 21 O. G.
1277.

That on proof of the quantity sold
by the plaintiff during his first season
with the profit on it, and of the quan-
tity sold by the defendant during the
second season and that plaintiff’s sales
declined, the measure of damages is the
profit which would have accrued to the
plaintiff if he had sold the quantity sold
by the defendant, it being presumed
that the plaintiff would have sold what
the defendant did sell, see Bigelow
Carpet Co. v. Dobson (E. 1882), 21 O.
G. 1200 ; 10 Fed. Rep. 385.

That the jury may infer {from circum-
stances such as diversion of custom, &c.,
that the plaintiff would have made the
sales but for the infringement, see
Covert v. Sargent (E. 1889), 38 Fed.
Rep. 287.
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ant’s profits on his sales becomes an important indication
of one clement in the plaintiff’s loss. The other clements
are comprised in the injury which his own business may have
suffered by the depreciution of demand or prices on account
of the defendant’s wrongful acts, and which is to be shown
by direct evidence, in the manner alrcady stated. The profits
arising from the sale of a patented article are represented by
the difference between cost and yield. 1n its cost are included
the expense for materials and interest thercon, the price paid
for labor in making and sclling, the manufacturer’s profit on
materials ard labor, the rental value of the factory or store,
and ary other items which & manufacturer ordinarily reckons
atnong the expenses of his business. Its yicld is the price
obtaiaed by the infringer.® When the plaintiff’s patent covers
the entire article, the defendant’s profit is thus ascertained by
a simple process of computation upon the data afforded by the
eross amount of his prices and expenses. But where the pat-
ent covers only a portion of the article, such as an improve-
ment in a composition or machine, the profit due to the
incorporation of the improvement into the article must be
separated from the profit which would have been rececived
by the defendant had this portion been omitted, and the latter
profit be excluded from the computation® If the article

¢ That injuries to the plaintiff’s
richts by reducing prices, etc., are
additional grounds of recovery, see
§ 1061, notes 1 and 2, and § 1062, note
14, ante.

5 In Rubber Co. ». Goodyear (E.
1869), 9 Wall. 788, Swayne, J. : (804)
““ The profits made in violation of the
rights of the complainants in this class
of cases, within the meaning of the law,
are to be computed and ascertained by
finding the ditference between cost and
vield. In estimating the cost, the ele-
ments of price of materials, interest,
expenses of manufacture and.sale, and
other necessary expenditures, if there
be any, and lad debts, are to be taken

manufacturer calculates the profits of his
business. ¢ Profit’ is the gain made on
any business or investment, when both
the receipts and payments are taken
into the account.”

See also Piper v, Brown (E. 1873),
¢ Fisher, 240 ; 38 O. G. 97; Holmes,
196; McCormick v. Seymour (L. 1851),
2 Blatch. 240 ; Wilbur v. Beecher (L.
1850), 2 Blatch. 132.

As to the items to be reckoned in
estimating profits on sales of infringing
articles, see further §§ 1138-1143, and
notes, post,

6 That the damages must be limited
to the value of the use of the improve-
ment infringed, see Burdell v. Denig

into the account, and usually nothing (L. 1865), 2 Fisher, 588.

else. The calculation is to be made as a

VOL. III. — 23

That where the entire invention be-
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would, however, have been unsalable without this portion,
or if through the defendant’s fault in confusing this with the
othor portions of the article no separate estimate of profits
can bo made, the entire profit may be regarded as derived

from the invention of the plaintiff.?

longs to the plaintiff tho wholo profit
is regarded as due to it, sce Weclling
v. La Bau (. 1888), 43 O. G. 117,

That if tho entire value of the de-
fendant's device flows from the plain.
tiff"s invention the entire profits belong
to that invention, but otherwise they
must be apportioned, see Hurlburt v.
Schillinger (E. 1889), 130 U. 8, 466 ;
Fifield v. Whittemore (E. 1888), 33
Fed. Rep. 835; Reed v. Lawrence (E.
1886), 29 Fed. Rep. 015 ; Whitney v,
Mowry (E. 1868), 4 Fisher, 141.

That the plaintiff must prove what
portion of the profits are due to his
invention, or else that the defendant’s
device is unsalable without it, see Fay
v. Allen (E. 1887), 80 Fed. Rep. 4486.

That evidence as to the special value
of the part used by the infringer is not
required where the rest is withoat value,
gee Asmus v. Freeman (H. 1888), 34
¥Fed. Rep. 902.

T In McCormick v. Seymour (L.
1854), 8 Blatch. 209, Nelson, J. : (224)
¢ But if the patentee comes to the con-
clusion not to vend to others his rights
under the patent, and not to avail bim-
gelf of the proceeds of sales of his mere
patent-right, but to use the patented
invention exclusively himself, and to
furnish the products to the community
bhimself out of his own manufactory or
establishment, — in such cases a dif-
ferent measure of damages is to be
adopted by the jury. And that isthis :
If the patent is for a Inachine, — an
entire machine, —the patentee is en-
titled, as damages in case of infringe-
ment, to the profits he could have made

In this inquiry into the

chine, over and above the mero profits
arising out of its manufacture. By
that we mean the mere profits of its
mechanical construction, and not the
profits that grow out of the exclusive
right to manufacture the invention
under the patent. The latter belong
to the patentee, while the former— the
mere mechanical profits — are excluded
from the damages. And if the case
is one of an improvement on a machine,
then he is entitled, as o mensure of
damages, to all the advantages of the
use of his patented improvement, exclud-
ing the profits of the manufacture,
and excluding also the value, if any,
of the use of the old machine. Now,
go far as respects the benefits and advan-
tages that a patentee would derive from
an improvement on a machine, you
sec at once that they would depend
very much, if not altogether, upon the
usefulness of the machine with that
improvement, compared with its use-
fulness without that improvement.
Hence you have found in the course
of the trial that witnesses have been
introduced for the purpose of ascertain-
ing the relative value of the plaintiff's
machine with the improvements in con-
troversy, and of the same machine with.
out those improvements. If the ma-
chine stripped of those improvements
would be a useless article in the market,
and if no person would buy it unless
those improvements were annexed to it,
then its value, so far as its utility is
concerned, depends on those improve-
ments ; because they give it vitality
and usefulness in the eye of -the busi-

in constructing and vending his ma. ness community. Hence, it is proper
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amnount of tho defendant’s profits, moreover, the actual profit

made is alone to be considered.8

to make this discrimination in canvass.
ing the facts bearing upon the proper
measure of damages."’

In McCormick v. S8cymour (L. 1851),
2 Blatch. 240, Neolson, J. : (267) ** It
has been suggested by the counsel for
the defendants that, inasmuch as the
claims of the plaintiff in question here
are simply for improvements upon his
old reaping machine, the patent for
which expired on the 2lst of June,
1848, and not for an entire machine and
every part of it, the damages should
be limited in proportion tu the value of
the improvements thus made ; and that,
therefore, a distinction exists, in regard
to the rule of damages, between an in-
fringement of an entire machine and an
infringement of a mere improvement on
a machine. I do not assent to this
distinction. On the contrary, accord-
ing to my view of the law regulating
the measure of damages in cases of this
kind, the rule which is to govern is the
same whether the patent covers an en-
tire machine or an improvement on a
machine. Those who choose to use the
old machine in this case, have a right
to use it without incurring any respon-
sibility. But if they engraft on it an
improvement secured by a patent, and
use the machine with that improve-
ment, they have deprived the patentes
of the fruits of his invention, the same
83 if he had invented the entire ma-
chine ; because it is his improvement
that gives value to the machine, on
account of the public demand for it.
The old imstrament is abandoned, and
the public call for the improved instru.
ment, and the whole instrument, with
the improvement upon it, belongs to
the patentee. Any person has a right
to use the old machine, but if an in-
ventor engrafts upon the old machine,

It 18 immaterial how much

which ho has a right to uso, an improve-
ment that makes it superior to anything
of the kind for the accomplishment of
ita purposes, he is ontitled, under o
patent for the improvement, to the
benefit of the operation of the machine
under all circumstances, with the im-
provement engrafted upon it, to the
same degree in which the original pat-
entee was entitled to the old machine.”
See a criticism on this language in Sey.
mour v. McCormick (L. 1853), 16 How.,
480.

That it cannot he agsumed that the
proiit made by the plaintiff on each
article sold by him is made by the
defendant on each article sold by him,
unless it is shown that the value of the
article depends on the plaintiff’s inven-
tion, see Roemer v. Simon (E. 1887), 31
Fed. Rep. 41 ; 40 O. G, 1456 ; Dobson
v, Hartford Carpet Co. (T.. 1884), 114
U. S. 439 ; 31 O. G, 787.

That where the defendant’s device
is useless without the plaintifi’s, the
entire profits are part of the damages,
gee Zane v. Peck Bros. (E. 1882), 23 O.
G. 191; 13 Fed. Rep. 4756 ; Carter v.
Baker (L. 1871), 4 Fisher, 404 ; 1 Saw-
yer, 512.

That a defendant who wrongfully
confuses his invention with the plain-
tif's is liable for the entire profit, see
Carter v. Baker (L. 1871), 4 Fisher,
404 ; 1 Sawyer, H12.

8 That the plaintiff cannot recover
profits unless the defendant made prof-
its, see Elizabeth v. Pavement Co.
(E. 1877), 97 U. 8. 126 ; Vaughn v.
Central Pacific R. R. Co. (E. 1877), 4
Sawyer, 280; 3 Bann. & A. 27.

That where the profits of the de-
fendant are the proper measure of dam-
ages, the amount iz governed by the

profits the defendant actually made,

§ 1063
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he might have realized with higher skill or diligence, sinco
the only theory on which the evidence of his profits becomes
admissible i8 thot the plaintiff would have sold what he has
actually sold, and has, thercfore, lost what he has actually

made.?

In addition to such profits as the dcfendant has

received, the plaintiff is also entitled to recover any excess
which would have been included in his own profits had he
supplied the market with a similar amount and quality of
goods.® It being proved that he would have sold all that

not by what the plaintiff can show ho
might have made, see Burdell ». Denig
(L. 1876), 92 U. 8. 716.

9 That the gnin which the defendant
might have made by diligence, etc.,
is no measure of the plaintiff's loss,
though the actual gain might be, see
New York ». Ransom (l.. 1859), 23
How. 487 ; Dean v. Mason (E. 1857),
20 How. 198,

That articles sold before the issue of
the patent cannot be reckoned in the
account of profits or damages, seec Lyon
v. Donaldson (L. 1888), 34 Fed. Rep.
789,

10 In Pitts v. Hall (1. 1851), 2 Blatch.
229, Nelson, J. : (238} ‘‘ One mode of
arriving at the actual damages is to
ascertain the profits which the plaintiff
derives from the machines which he
manufactures and sells, and which have
been made and sold by the defendant.
This mode is founded on the presump-
tion of law that if the defendant had
not been wrongfully concerned in the
manufacture of the machines, those
persons who procured them from him
would have applied to the patentee or
agsignee for them. Another mode, and
the one resorted to partially in this
case, is fo ascertain the profits which
the party infringing has derived from
the use of the invention or the construc-
tion of the machines ; because what-
ever profits he has derived have arisen
from the wrongful use of the invention,
end belong to the real owner of the

machine. This measure of damages,
however, is not controlling, and ought
not to be ; becauss a party concerned in
infringing a patent stands in a different
position {rom the putentee, not having
been previously subjected to the expenso
and labor to which the latter is fre-
quently exposed in the process of inven-
tion and experiment. Hence the per-
son who enters upon the business without
previous expense may very well afford
to sell machines at less profit than the
patentee. The latter must have his
profit, not only for the expense of put-
ting in operation the improvement, but
by way of indemnity for the previous
time, labor, and money which he has
been obliged to bestow on the inven-
tion. He must, therefore, charge a
higher price, to cover these greater ex-
penses. Thus profits which the party
infringing might be satisfied with, and
which wonld afford hiin compensation,
would not afford indemnity to the pat-
entee. If, therefore, on looking into
the profits made by the defendant, the
jury shall be of opinion that they do
not correspond with the fair profits
which the plaintiff, if left alone, would
have realized, they are not bound by
the mensure of the profits of the de-
fendant, but have a right to look to the
profits which the plaintiff or the paten-
tee would have made under the circum-
stances, if not interfered with.”
Further, that the excess of the plain-
tiff's profits over the defendant’s may be
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the defendant sold, and that his expense of manufacture
would not have been greater than that of the defendant, it is
evident that he would have derived an equal profit if his sales
had been effected at the same prices. But if he could have
made the articles at less expense, or sold them at a higher
price, than the defendant did, his loss cxceeds the profit of
the defendant by whatever sum may cover this difference
between the profit which he would have realized and that
which the defendant has obtained. The testimony concerning
the amount of the defendant's sales and profits is generally
clicited by subjecting him to examination as a witness, in
connection with his books of account, though any other
relevant evidence may be offered.

§ 1064. Bvidence Concerning Damages : Monopoly Enjoyed by
the Exclusive Practice of the Invention: Evidence
of the Extent of Injury where the Infringing Acts

Differ from those by which the Monopoly is Enjoyed.

The acts of infringement performed by the defendant do
not always correspond with those by which the plaintiff or his
specific licencees enjoy the patented invention. Where their
advantage is derived from the use of the invention and a sale
of its products, the defendant may infringe by making and
selling the patented article itself. Or while they seek their
profit in its manufacture and sale, he may make and use it
only in his individual business. In such cases the loss sus-
tained by the plaintiff must be determined in a different man-
ner. When the defendant makes and sells an instrument, the
use of which is confined by the plaintiff to himself and certain
licensees, the sale no otherwise affects the plaintiff than as it
puts the invention into the hands of others to be used by them

added to the latter in computing dam- excess and the circumstances from which
ages, where the jury are satisfied that the the jury would be justified in believing
plaintiff would have sold all the de- that the plaintiff’s sales would have
fendant has sold, see Hobbie v. Smith covered those made by the defendant,
(L. 1886), 27 Fed. Rep. 6566 ; Zane v. must in most if not all cases be equiva-
Peck Bros. (E. 1882), 13 Fed. Rep. lent to direct evidence of the loss occa-
475; 23 O. G. 191 ; Carter ». Baker sioned to the plaintiff by the defend-
(L. 1871}, 4 Fisher, 404 ; 1 Sawyer, 6512. ant's infringement, and thus require no

The evidence necessary to show this investigation of the profits of the latter.
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in methods hostile to his own. The purchasers and users
thus become the principal infringers, and liable for the actual
damages resulting from their infringing use. The maker and
seller may be held responsible for all these damages, in addi-
tion to that arising from the act of sale, on the ground of his
concurrence in their acts of user, or on the ground that in the
price which he received the value of such use must be pre-
sumed to have been included.) If neither of these grounds is
tenable, the sale must be regarded as an independent infringe-
ment, and its evil effect, if any, on the sales and prices of tho
plaintiff’s products must be the measure of his actual injury,
If no such evil effect follows from the sale, the damages are
only nominal. When the plaintiff enjoys his monopoly by the
manufacture and sale of the patented articles, and the defend-
ant infringes by making and using the articles in his indi-
vidual business, the amount of profit which the plaintiff would
have gained if the defendant had bought the articles of him
i8 the measure of his loss, and consequently of his actual
damages. Ordinarily, the mere making of the invention,
without using or selling it, does not interfere with the plain-
tiff’s enjoyment, and though an infringement of the patent is
compensated for by nominal damages.?

§ 1064. 1 That one who makes and
sells & patented invention, or the parts
of a patented invention, with intent that

nominal damages to the plaintiffs, For
where the law has given a right, and a
remedy for the violation of it, such

the articles sold shall ba used in viola-
tion of the patent, becomes thereby a
joint tort-feasor with the actual users,
and may be sued singly or together with
them for the damages inflicted on the
plaintiff, see §§ 903, 924, and motes,
ante.

2 In Whittemore v. Cutter (L. 1813),

1 Gallison, 478 ; Story, J.: (483) *1f

the jury are of opinion that an user of the
machine is actually proved in this case,
the rule of damages should be the value
of the use of such a machine during the
time of the illegal nser. If the jury are
of opinion that a making of the machine
only is proved, as there is no evidence
in the case to shew any actual damages

by the making, they ought to give

violation of itself imports damage ; and
in the absence of all other evidence the
law presumes a nominal damage to the
party. The counsel for the plaintiffs
have argued that although there is no
evidence of actusl damage, the jury
ought to give damages either to the full
value of the expense of making the
machine, or of the price at which such
a machine might be sold. But neither
of these estimates can form a rule for
damages for the illegal making of the
machine. As to the expense of making
the machine, it is obvious that it is an
expense altogether incurred by the de-
fendant, and is not a loss sustained by
the plaintiffs, The latter neither found
the materials nor the labor. How then
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§ 1065. Bffoct of Recovery of Damapes upon the Future Rights
of the Defendant.

The effect of a recovery of damages upon the future rights
of the defendant, and of thoso who claim under him, depends
upon the measure adopted for the estimation of such damages.
When thoe measure is an established license fee, payable in a
eross sum and covering the entire term of the patent, the
defendant, having satisfied the judgment, becomes entitled to
enjoy the licensed privilege during the remainder of the term.
If the measure is a license fece paid in royalties based upon
quantitics or sales, or in periodical instalments, and the
license privilege is unrestricted in duration, he may continue
to employ the invention upon the same conditions after judg-

ment as are allowed to other licensces.t

can it be an actual damage sustained by
them § As to the price for which such
a machine would sell, it is open to the
same and to this farther objection ; that
the price is compounded of the value of
the materinls and the workmanship,
and also of the right of user of the
machine. Now admitting the plaintifis
recover in this action, there can be no
pretence that thereby a legal right will
pass to the defendant to use the machine
made by him. Every future use will
be an infringement of the plaintiffs’ pat-
ent; and, therefore, if the plaintiffs
could in this suit recover such price, they
not only wonld recover for materials and
labor whick they never furnished, and
for a right of user which never passed
from them, but alse for that which
might lawfully be the subject of another
action, viz., the future user of the de-
fendant’s machine, so that there might
be a double recovery for the same sup-
posed injurv.” 1 Robb, 40 (45). See
also Carter v. Baker (L. 1871), 4 Fisher,
404 ; 1 Sawyer, 512.

§1065. * In Spaulding v. Page
(1871), 4 Fisher, 641, Sawyer, J.: (645)
‘““This was so held by Mr. Justice
Nelson in his charge to the jury in
Sickels v. Borden, 3 Blatch. 536. If

But if the plaintift’s

the principles stated in that case be cor-
rect, I think it decisive of this case.
The learned justice stated to the jury
that il the patentee has an established
price in the market for his patent right,
or what is called a patent fee, that sum
with the interest constitutes the measure
of damages. 'Ic also stated that the
adoption of the patent fee, as the meas-
ure of damages for infringement by
the use of a machine, operates to vest in
the defendant the right to use the ma-
chine during the term of the patent.
Ib. 543, 545. This must be upon the
principle that the patentee has adopted
a patent fee, or royalty, as one mode of
remuneration, and in the fee has fixed
his own measure of the velue of the
use of the machine for the entire term,
or till that particular machine is worn
ount; and in case of an infringement
the court gives him his price, and the
defendant, having paid the full price, is
entitled henceforth to the use of the
machine.”” 1 Sawyer, 702 {705). See
also Stutz v. Armstrong (1885), 256 Fed.
Rep. 147 ; Emerson v. Simm (1873), 6
Fisher, 281; 3 O. G, 293 ; Sickels v.
Borden (1856}, 3 Blatch. 535.

That where a plaintiff exercises his
rights by selling licenses the defendant
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use of the invention is exclusive, or if he preserves a monopoly
in 1ts sale, the satisfaction of the judgment confers on the

defendant no right to any future use or sale.?

His vendces,

under sales for which he has alrecady made compensation to
the plaintiff, have an implied license to use the purchased
articles until they are destroyed, but ncither the judgment
nor its payment authorizes any repetition of the acts for which
the damages have been recovered.® These damages are esti-

will bo allowed to take a license on
reasonable terms, sece Colgate v, Gold
& Stock Telegraph Co. (1879), 16 O.
G. 583 ; 4 Bann. & A. 415 ; 16 Blatch.
608.

That where there is an established
license fee the plaintitf may, in some
cases not falling within the license, re-
cover damages only for the past infringe-
ment, and restrain the defendant for the
future, see Stutz ». Armstrong (1885),
26 Fed. Rep. 147. '

¢ In Spaulding v. Page (1871), 4
Fisher, 641, Sawyer, J.: (645) *“If no
patent fee has heen adopted, then
generally the patentee is entitled to re-
cover the profits made in the use of the
machine. A recovery of the profits for
the use of the machine does not vest the
title in the defendant, for the recovery,
based upon this rule of damages, can
~only be for the use of the machine prior
to the recovery, and ordinarily does not
cover the value of the use for the entire
period over which the patent right ex-
tends, or the period during which the
particular machine is capable of being
used. While the recovery of the estab-
lished patent fee covers the entire value
as fixed by the patentee himself, of the
-use for the entire term, and affords a
complete compensation, the recovery of
the profits for the use is but for a
limited portion of the time, and but a
partial compensation.” 1 SBawyer, 702,
(706). See also Sickels v, Borden
-(1856), 8 Blatch. 535. .

That a decree for damages gives

no right to use the invention during
the life of the patent, see Birdsell v.
Shaliol (1884), 112 U. 8. 485 ; 30 O. G.
261.

That the satisfaction of a judgment
for damages gives no right to a future
use of the invention, see Bragg v. City
of Stockton (1886), 11 Sawyer, 597 ;
27 Fed. Rep, 609 ; Matthews v. Span-
genberg (1883), 23 0. G. 1624 ; 15 Fed.
Rep. 813.

That a judgment for nominal dam-
ages does not operate as a license for the
future, sce Blake v. Greenwood Ceme-
tery (1883), 256 O, G. 89; 21 Blatch.
222 ; 16 Fed. Rep. 676.

That a judgment for nominal dam-
ages with satisfaction in favor of a licen-
sor 18 not a bar to a suit by the licenses
against a subsequent user of the article
sold by the former defendant, see
Birdsell ». Shaliol {1884), 112 U. S.
485 30 O. G. 261.

® In Steam Stone Cutter Co. .
Sheldons (1884), 21 Fed. Rep. 875,
Wheeler, J.: (878) ¢ There is another
view of this question which has been
touched upon formerly in this case, and
that is that the recovery of the profits of
the sale for use vested the title to the
use in the purchaser of the machines.
(Stone Cutter Co. v, Sheldons, 15 Fed.
Rep. 608.) It was apon this ground
that the recovery of the profits against
the Windsor Manufacturing Co. was
based. (Stone Cutter Co. v. Windsor
Manufacturing Co., 17 Blatch. 24.) This
view is supported by several decided
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, mated only in view of acts performed before the suit was
instituted for the infringement, and any subsequent acts of the
same character arc new injuries demanding similar redress.

§ 1066. Interest on Damages: when Recoverable.

The interest allowable upon the iteins which enter into the
foregoing cstimate of actual damages also depends upon the
measurc which has been adopted for determining the plain-
tiff’s loss. In all cases where this mcasurc is a license fee,
however payable, interest is to be computed tfrom the date on
which, in the usual course of business, it should have been
paid to the plaintiff.! When the amount is fixed by the value
of the use of the invention to the defendant or by the profits
on his sales, the date of his reception of the benefit or profits

i8 that from which the interest should be reckoned.?

cases (Perrigo v. Spaulding, 13 Blatch.
389 ; Spaulding ». Page, 1 Sawyer,
702; Allis v. Stowell, 15 Fed. Rep.
242); and it is not inconsistent with
Blake v. Greenwood Cemetery, 16 Fed.
Rep. 676. There merely nominal
damages had been recovered against a
manufacturer of the infringing machine
with an injunction. The defendant
purchased the machine and set up the
former recovery as a bar to a recovery
for the infringement by its use by him,
This was held to be no bar, because
there had been no recovery for this use,
or for the profits or damages on a sale
for use. Where an owner of a patent
has compensation for the sale of &
specific machine embodying the inven-
tion, .hat machine is forever freed from
the monopoly. (Bloomer v, Millinger, 1
Wall, 840.) A compensation by recov-
ery in an action for the same thing
should have the same effect.” 22 Blatch.
484 (487). See also § 830, and notes,
ante,
That the settlement of the vendor
with the patentee for past infringements
does not protect vendees subsequently
purchasing, see Matthews v. Spangen-

When

berg (1882), 23 O. G. 92; 20 Blatch,
482 ; 19 Fed. Rep. 823.

That a plea alleging a former re-
covery against the defendant’s vendor
must show that the judgment has been
satisfied or it does not disclose & defence,
see Fisher v. Consolidated Amador Mine
Co. {1885), 11 Sawvar, 190 ; 25 Fed.
Rep. 201.

§ 1066. 1 That interest is allowed on
license fees, see Sickels . Borden
(1856), 3 Blatch. 535.

2 That the value of the damages is
the value at the time of the infringe-
ment, see National Car Brake Shoe Co.
v. Terre Haute Car & Mfg. Co, (1884),
19 Fed. Rep. 514 ; 28 O. G, 1007.

That interest is allowed by way of
damages, see Bates v. St. Johnsbury &
L. C. R. R. Co. (1887), 32 Fed. Rep.
628 ; Tatham wv. Le Roy (1852), 2
Blatch. 474.

It is indeed sometimes held that in-
terest on the profits made by the de-
fendant cannot be awarded, the rule
appropriate to unliquidated damages
being also here applied (see Tilghman
v, Proctor (E. 1888), 125 U, 8. 136 ; 43
0. G. 628 ; Illinois Central R. R. v.
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the amount of damages is based upon the injury dircctly
inflicted on the plaintiff’s own enjoyment of the invention, as
shown by his diminished sales or prices, the date of the suit
18 the period at which the damnages are complete and the
Interest begins.? Whenever commencing, interest continues
to the date of judgment, and should be included in the amount

awarded to the plaintiff.t

§ 1067. Counsel Fees, eto., not Recoverable as Damages.
Counsel fees and other expenses of the litigation do not

enter into the estimate of actual damages.*

Turrill (E. 1884), 110 U. 8. 801 ; 26 O.
G. 917 ; Parks v. Booth (E. 1880}, 102
U.S. 96 ; 17 O. G. 1089). Upon the
theory, however, that the profits actu-
ally received by the defendant would,
but for the infringement, have been
paid to the plaintiff {(which is the only
view in which such profits can be re-
garded at all in an action at law), it
woitld certainly appear that the plain-
tiff’'s loss became complete when the
profit was realized by the defendant, that
its amount in each case was at the same
time definitely settled, and that this
amount with interest was, as in actions
for conversion or for money had and re-
ceived, the only and true measure of
recovery. Thus in Creamer v. Bowers
(E. 1888), 35 Fed. Rep. 206, Wales, J.,
(210} : ‘‘ The general rule is that inter-
est should be allowed on royalties from
the time those royalties ought to have
been paid, in all cases where a royalty
is the measure of the complainant’s
damages, — the theory in such cases be-
ing that damages are liquidated at such
time as the royalty would have been

due, if the defendant had elected to
purchase instead of to infringe the right
to the nse of the invention in guit, but
that no interest is due on damages meas-
ured otherwise than by royalty, becaunse
sach dameges are unliquidated until
they are ascertained by an action. But
the latter part of this rule is subject to

They are in-

exceptions, and in equity the allowance
of interest appears to have been left
largely to the discretion of the court.
On reason, it is difficult to conceive
why, where a patentee’s loss is ascer-
tained to have been incurred at a certain
time, interest should not begin to run
firorn that time, whether the loss was
measured by a royalty or by other
equally conclusive evidence of the fact.”
See also Bates v. St. Johnsbury & L. C.
R. R. Co. (1887), 32 Fed. Rep. 628.
As the account of profits in equity is
based on an entirely different theory,
the rule there may well be different.
See § 11562 and notes, post.

¢ In this case the damages are truly
unliquidated, and cannot be ascertained
until the verdict, and then by an arbi.
trary decision based on such evidence
as may be offered. The period of
damage terminates only at the com-
mencement of the suit and the amount
of loss to the plaintiff now becomes a
definite and interest-bearing sum. In
this respect the infringement resem-
bles trespasses to person or property,
in actions for which nc interest is
awarded.

% That interest on damages from the
date of suit may be recovered, see May
v. County of Fond du Lac (1886}, 27
Fed. Rep. 681; McCormick ». Sey-
mour (1851), 2 Blatch. 249.

§1067. 1 In Teese ». Huntingdon
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curred, not in consequence of the infringement, but of the
defendant’s neglect or refusal to make compensation for the
injury without a suit, and such of the items of expensc as are
legally chargeable to the defendant are taxable against him
among the costs. The power, given to the court, of increas-
ing the damages in certain cuses, enables it to protect the
plaintiff against serious loss in this respect, and to punish
the defendant for any wanton and unreasonable defiance of

the plaintiff’s claims.?

§ 1068. Nominal Damages: when Recoverable,

When the plaintiff fails to prove an established license fee,
or a depreciation of the value of his exclusive use by the in-

fringement, he can recover only nominal damages.}

(1859), 23 How. 2, Clifford, J.: (8)
‘¢ Counsel fees are not a proper element
for the consideration of the jury in the
estimation of damages in actions for the
infringement of a patent right. That
point has been directly ruled by this
court, aud is no longer an open ques.
tion. Jurors are required to find the
actual damages incurred py the plaintiff
at the time his suit was brought ; and
if, in the opinion of the court, the de-
fendant has not acted in good faith, or
has caused unnecessary expense and in-
jury to the plaintiff, the cou may
render judgment for a larger sum, not
cxceeding three times the amount of the
verdict.” See also Parks v, Booth
(1880}, 102 U. 8. 96 ; 17 O. G. 1089 ;
Philp ». Nock (1873), 17 Wall, 460;
Bancroft ». Acton (1870), 7 Blatch.
505 ; Blanchard’s Gun Stock Turning
Factory v. Warner (1848), 1 Blatch.
258 ; Stimpson v. Railroads (11847), 1
Wall. Jr. 184; 2 Robb, 595 ; Whitte-
mors v. Catter (1813), 1 Gallison, 429 ;
1 Robb, 40.

That expenses of suit are never al-
lowed in assessing damages or profits,
gsee Parks v. Booth (1880), 102 U. 8.
86 ; 17 0. G, 1089 ; Holbrook v. Small

Even

(1878), 17 O. G. 55; 8 Bann. & A.
625 ; Philp v. Nock (1873), 17 Wall
460 ; Parker v. Hulme (1849), 1 Fisher,
44 ; Blanchard’s Gun Stock Turning
Factory v. Warner (1848), 1 Blatch.
258 ; Stimpson %. Railroads (1847), 1
Wall. Jr. 164 ; 2 Robb, 595.

2 That when a verdict included
counsel fees and expenses, and no excep-
tion was taken, the verdict was allowed
to stand, as the court would reach the
same result by increasing the damages,
gsee Stinpson v. Railroads (1847}, 1
Wall. Jr. 164 ; 2 Robb, 595.

§ 1068. ! That unless some measure
of actual damages is clearly proved,
only nominal damages can be awarded,
see National Car Brake Shoe Co. wv.
Terre Haute Car & Mfg. Co. (1884), 28
0. G. 1007 ; 19 Fed. Rep. 514 ; Faulks
v. Kamp (1882), 10 Fed. Rep. 675 ; 22
0. G. 2244 ; Fisk v. West, Bradley, &
Cary Mfg. Co. (1880), 19 O. G. 545 ;
Ingersoll v. Musgrove (1878), 13 O. G.
066 ; 14 Blatch. 541 ; 8 Bann, & A.
304 ; Robertson v. Blake (1876), 94 U.
8. 728; 11 O. G, 877 ; Philp ». Nock
11878), 17 Wall, 460 ; Campbell o.
Barclay (187¢), 5 Bissell, 179 ; Pop-
penhusen v. New York Gutta Percha
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when actual damages are clearly shown, nominal damages
alone may bo awarded if the defendant has been misled by the
plaintiff under circumstances out of which a completo estoppel
to the action does not arise® A jury have no power to go
beyond the cvidence in this particular, and give substantial
damages where nominal damages only are appropriate. Such
an orror in their verdict is o fatal one, and cannot be cured
by a remettitur, but the verdict must be set aside by the court
and a new trial ordered? A verdict for oxcessive actual
damages, when actual damages are proper, can, however, be
accepted, and upon a suitable remittitur be made the basis of
a judgment, though no objection to o verdict on this ground

will be regarded unless the excess is evident.*

Comb Co. (1858), 2 Fisher, 62. Sco also
§ 1071, and notes, post.

That if the plaintiff has claimed a
close monopoly and the defendants show
that he did not preserveit, he inust prove
o license fee or he can recover only
neminal damages, see Burdell v. Denig
(1865), 2 Fisher, 588.

That if open methods are equally
cheap and useful, and no:license fee is
proved, ounly nominal damages are al-
lowed, see Black v, Thorne (E. 1883),
111 U. 8. 122 ; 27 O. G, 415, But see

§ 1062, note 7, anle. .
~ 'That only nominal damages are al-
“lowed where the license offered to show

the measure of damages covers two pat- "

ents, one of which is void, and the value
of the infringement of the other is not
proved, sse Moflitt v, Cavanagh (1886),
That when only one Claim {}f the
patent is found valid, and no license
~ fes is proved therefor, only nominal
damages can be awarded,.see Proctor v.
Brill (1580), 4 Fed. Rep. 415.
~ That nominal damages alone are ze-
+ coverable where only certain Claims of
the patent, and those of little impor-
" tance, were infringed, sce Moffitt v.
_Cavanagh (1886), 27 Fed. Rep. 511.

" . That mere nominal damages should

A\
not he alit)wed if the invention is valu-

able, houbh the question of actual dam-
ages is difficult to settle, sco Graham w.
Genoeva Lake Crawford Mfag. Co. (1885),
32 O. G. 1603 ; 24 Fed. Rep. 644,

That for the mere making without
sale or wse only nominal damages are
allowed, see Carter v. Baker (1871),
4 Fisher, 404 ; 1 Sawyer, 512; Whitte-
more v, Cutter (1813), 1 Gallison, 429 ;
1 Robb, 28: Whittemore v. Cutter
(1813), 1 Gallison, 478 ; 1 Robb, 40.

2 That where the defendant has been
misled by the plaintiff, only nominal

dameages will be allowed, see Adams v,

Edwards (1848), 1 Fisher, 1.
That only nominal demages are al-

lowed unless the plaintifi’s device was

starnped or due notice was given, see

McComb v, Brodie (1872), 6 Fisher,
3843 2 0. G. 117 1 Woods, 153.

That no damages can be awarded for

infringemepts to which . the plaintiff

consented, see Westlake wv. Cartter

{1878), 8 Fisher, 519 ; 4 0. G. 636.

8 That where the court instructs the
Jury to give only nominal damages and
they obstinately give more, a new trial
must. be had, and the ervor is not cured
by remiltitur, ses :Johnson v. Roof
{1662}, 2 Fisher, 791. ,\,2 Clifford, 108.

4 That where t..0 verdwt Was excess
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§ 1062. Incorcase of Damagoes by the Court.

In order to provide for cases in which a verdict for the
actual damages sustained would not afford complote redress
to the plaintiff, the law c¢mpowers the court to increase the
awvard of the jury to an amount not excceding three times
that fixed by the verdict.! This is distinctively the province
of the court, and confers no authority upon the jury, on any
ground, to transcend tho limits of the actual damages which
have been established by the ovidence.2 'The court exercises
this power principally in cases of wanton infringement, or
where the defendant has compelled the plaintiff to resort to
ncedless and expensive litigation.® Where the plaintiff is o,
mere assignee for speculative purposes and not a bona fide
user of the invention? or where the defendant has acted in

sive and it appeared that the defendant
infringed wantonly, no new trial was al-
lowed, but tho damages were reduced
by a remittitur, and then increased by
the court, see Russell v. Place {(1871), 5
Fisher, 134 ; 9 Blatch. 173.

That damages are not considered ex-
cessive unless clearly too great, sce
Allen v. Blunt (1846}, 2 W. & M. 121;
2 Robb, 530; Whitney v, Emmett
(1831), Baldwin, 303; 1 Robb, 567.
See also §§ 1052, 10533, and notes, ante.

§ 1069. 1 Sec. 4919, Rev. Stat.
1874.

That where a license fee is the meas-
ure of damages, the court mey increase
the amount, see Clark v. Wooster
(1886), 119 U. 8. 322; 37 0. G. 1477.

2 That the verdict of the jury must

be confined to the actmal damages,
and the court may then treble them,
see Judson v, Bradford (1878), 16 -O.
G. 171 ; 3 Bann. & A. 539 ; Birdsall ».-
Coolidge (1876), 93 U. S. 64 ; 10 O, G.
748 ; Smith ». Higgins {1859), 1 Fisher,
637 ; Ransom v. Mayor of New .York
(1856), 1 Xisher, 2562; Gray v. James
(1817), Peters, C. C. 894; 1 Robb,

120 ; Whittemore . Cutter (1813), 1.

Gallison! 478 ; 1 Robb, 40.

8 That the discretion to treble dam-
ages was given to the court to mest cases
of wilful wrong where the jury did not
give enough, see Russell v, Tlace (1871),
6 Fisher,134; 9 Blatch. 173; Merchant
v. Lewis (1857), 1 Bon«, 172 ; Dblette v.
Bennett {1849), 2 Fisher, 642.

That the damages sve to be trebled
where the invention is valuable, the
piracy wanton, the litigation expensive,
and the verdict small, sce Schwarzel 7.
Holenshade (1866), s Fisher, 116; 2
Bond, 29,

That the court cen increase the
damsages found by the verdiet, but
should exercise this power only when
the plaintiff is compelled to vindicate
himself against wanton and persistent
infringemrent, see Brodie v. Ophir Silver
Mining Co. (1867), 4 Fisher, 137 ; b
Sawyer, 608. See also Lyon v. Donsald.
gon (1888), 34 Fed. Rep. 789.

That damages will be increased if
the defendant perseveres in the infringe-
ment after notice, or combines with
others to resist the plaintiff’s suit, see
Peek v, Frame (1871), 5 Fisher, 113;
9 Blatch. 194.

1 In Schwarzel v. Holenshude (18686),
3 Fisher, '116; Leavitt, J.: (119)
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good faith, or under the protoction of a rival patent, the plain-
tiff will bo loft to the compensation given him by the jury?®

. %¢Cascs may be readily conceived in
which it would be tho imperative duty
of n court to exorciso tho discrotion
given by tho statute, by increasing tho
damages. It has happened, and may
occur again, that a meritorious inventor
of a valuablo improvemeont, after spend-
ing years of patient thought and toil in
making it' practically useful, and ob-
taining o patent for it, has been wan.
tonly and uunjustly pirated upon, and
compelled for the establishment of his
rights to engage in long, vexatious, and
expensive litigation, in which, at last,
the sum that may be awarded by the
verdict of a jury may be wholly inade-
quate as a compensation for tho wrongs
and injuries he has sustained., In such
a case the instincts of justice would de-
mand of & judge that he should exercise
the discretion vested in him by law, by
trebling the damages and thus as far as
practicable doing justice to one who,
from the great utility of his invention,
may be eantitled to the name of a public
bsnefactor. But clearly there is no such
feature in the present case. The piain-
tiff has no claim or merit as an inven.
tor, but is the mere assignee of a pat-
ented machine, the right to which he
has purchased on speculation. The law
under such circumstances will give him
the actual damages which his evidence
shows he has sustained, but will give
him nothing more.” 2 -Bond, 22 (33).

That power s given to the court to
treble the damages in-order to remu-
nerate patentees who are compelled to
sustain their patents against malicions
infringers, not to benefit mere coliectors
on expired patents, see Bell v, Mec.
Cuilough (1858), 1 Fisher, 880; 1
Bond, 194. o

5 1n American Nichoison Pavement
Co. ». City of Elizabeth (1874), 8 O. G.

764, Nixon, J.: (770) “It is proper to

premise that thore is nothing in the
caso which authorizes thoe cowrt, if it
had the power and were so disposed, to
visit upon tho defendants any consos
quences in the nature of a penalty.
They were not wanton infringers. They
were procooding under an  authority
equal on its face to that of complainant,
to wit, a patont from tho Governmoent
of the United States, and they had a
right to assume that it was valid until
a competent tribunal declared to the
contrary, They are not to bo treated
like another class of infringoers— unhap.
pily too large — who, without a pretext
of right, e~ize upon the inventions or
property of others,and trust to the igno-
rance, or the poverty, or the kind-heart-
edness of tho owners, for immunity in
retaining their piratical goins, All that
the defendants should be required to do
in the present case is simply to restore
to the complainant the money which
the use of its property had enabled them
to make.” 1 Bann. & A. 439 (457).
See also Adams v, Edwards (1849), 1
Fisher, 1.

That where the defendant believed
himself to be in the right, the damages
will not be increased on the ground
that he stoutly contested the case, see
Welling v. La Ban (1888), 85 Fed. Rep.
302.

That the good faith of the infringer
i & reason for not increasing the dam-
ages, see Hogg v. Emerson (1850), 11
How. 587.

That the ignorance of the infringer
may be considered, ses Parker v. Hulme
(1849), 1 Fisher, 44.

Aniong the above are cases in which
it ‘was held that the facts named might
lessen the damages, If this implies that
actunl damages may be reduced in view
of the déferidant’s good faith, &c., the
position is not sustainable, the plai_utiﬂ'
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An increase may he made in proper cascs thouch no costs
could be allowed on account of o disclaimoer pending suit.

§ 1070. Distribution of Damages ERecovored amonpg Difforont
Plaintifls,

Where there are several plaintifis, each entitled to his indi-
vidual proportion of the damages recovered, no mention of
the share of each is nceessary in the verdict.! Tho entire sum
may be awarded in gross and paid by the defendant upon the
execution or into court, and from this sum the different plain-
tiffs will receive their respective amounts.2 In a suit by one
part owner against another the plaintiff is entitled only to
such o portion of the actual damapges as is commensurate
with his interest in the patent.? The damages recovered in
9, suit by an executor belong to the estate if the infringement
occurred during the life of his testator, but if after his death
to those equitable owners of the patent of whom the executor
is the representative.?

§ 1071. Burden of Proof on the Question of Damages.

The burden of proof in reference to the existence and
amount of damages resting upon the plaintiff, he must pro-
duce sufficient evidence to satisfy the jury that he has sus-
tained actual damages, and must furnish the necessary data
for their computation, before the defendant can be required to

being entitled to compensation without
regard to the motive of the defendant.
But the discretion of the court to in-
crcase the damages may properly be
governed by these and similar -con-
siderations.

6§ That conrts may increass the dam-
gges even where no costs cah be allowed
beeause no disclaimer was filed, see
Guyon v. Serrell (1847), 1 Blatch. 244,

§ 1070. X That a recovery by joint
plaintiffs is in proportion to their re-
spective interests, see Campbell v. James
(E. 1880), 18 0. G. 1111 ; 18 Blatch.
02 ; 5 Baun. & A. 854 ; 2 Fed. Rep. 338.

? That where severzl plaintiffs in in-
terest recover in equity, the court will

allow the defendant to pay the gress sumn
into the registry instead of his share
to each, see Campbell v, James (E. 1880),
18 O. G. 1111 ; 2 Fed. Rep. 338 ; 18
Blaich, 92 ; 5 Bann. & A. 354, |

8 That part owners suing each other
for infringement recover in proportion
to their respective interests, see Herring
v. Gas Consumers Association (E. 1878),
9 Fed. Rep. 556 ; 21 0. G, 203; 13 O.
G. 637 3 3 McCrary, 206; 3 Bann. &
A, 2563.

4 That the damages recovered in &
o suit by an executor belong to the
estate, see Goodyear 2. Providence
Rubber Co. {(1864), 2 Tisher, 499 ; 2
Clifford, 851. .;
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offer anything whatever on the subjectr While the plaintilf’s
case on this point remains unproved, irregularitics in the

§ 1071. 1 In Now York v Ransom
(1859), 23 How,. 487, Grier, J. : (488)
“ Whoro o plaintiff is allowed to recovor
only ‘actunl damages, he is bound to

furnish ovidenco by which tho jury mey
ngsess thom. If ho rest his cuse aftor

merely. proving an infringemont of his
patent, he may Le entitled to nominal
dmnagos, but no moro. e cannot call

on o jury to guess out his case without .

ovidence. Actual damages must be
calculated, not imagined, and an arith-
metical calculation cannot be made with-
out certain data on which to make it.”
Further, that the plaintiif must
affirmatively show the amount of his
losg or give the jury sufficient datn from
which to compute it, see Rude v. West.
cott {1889), 130 U, 8, 162; Bell v, U,
S. Stamping Co. (1887), 32 ¥ed. Rep.
549 ; Tattle v, Gaylord (1886), 36 O. G.
694 ; 28 Fed. Rep. 97 ; Cornely v. Marck-
wald (1885), 82 Fed. Rep., 292; 23
Blatch. 163 ; National Car Brake Shoe
Co. v. Terre Haute Car & Mfig. Co.
(1884), 19 Fed. Rep. 514; 28-0. G.
1007 ; Maier v, Brown (1883), 17: Fed.
Rop. 736; Titch-.w. Bragg (1883),
16 Fed. ReP 243 ; 21 Blatch. 302 ;
Calkins v, Bertrand (1881), 8 Fed. Rep.
‘7553 10 Bissell, 44563 Gurretson wv.
Clark (1879), .16 0. G. 806; 4 Bann.
& A. 536 ; Ingersoll v. Musgrove (1878),
© 13 0. (5..966 ;.14 Blatch. 541 ; 3 Bann.
& A, 304 ; Gould's Mfg. Co. v. Cowing
(1877), 3 Bann. & A. 76 ; 12,0. G, 942;
14 Blatch. 315 ; Robertson ». Blake
(1876), 94 U. 8. 728 ; 11 O. G. 877
Buerk v, Imhaenger (1876), 10 0. G.
807 ; 14 Blatch. 19; 2 Baun. & A.
4562 ; Gould's Mfg, Co. v. Cowing
(1874), 8 0. G. 277; 12 Blatch. 248 ;
1 Bann, & A. 875; Philp. v. Nock
(1873), 17 Wall. 460 ; Carter v. Baker
- {1871), 4 Fisher, 404 ; 1 Sawver, 512;
Campbell v Barclay (1870), b Bissell,

170 ; Behwarzol v, Iolenshade (18686),
8 Iisher, 116 ; 2 Bond, 29; Guml}enr
v, Bishop (1801), 2 Fisher, 15 s 1'op-
ponhusen v. New York Gutta l‘cruhu

- Comb Co. (1858), 2 Fisher, 62,

That tho burden of proof rests on the
plaintifl to show the amount of profita
mede by the defendant from the ine
fringement, see Tilghman 2. Proctor
(1888), 126 U. 8, 136; 43 0. G, 628;
Foulks v. Kamp (1882), 10 Fed. Rep.
676; 22 0. G, 2244 ; Kirby v.- Arm-
strong (1881), b Fed. Rep, 801 ; 19 O.
G. 061 ; 10 Bissell, 186.; Garretson .
Clark (1879), 16 O. G. 808 ; 4 Baun.
& A. 686 ; Dblack v. Munson (1877),
14 Blatch. 260 ; 2 Bann., & A. 623 ;
Robertson v, Blake (1876), 94 U. 8.
728 3 11 0. G. 877 ; Buerk v. Imhacuser
(1876), 2 Bann, & A. 462; 10 O. G.
907 ; 14 Blatch. 19.

That unless the plaintiff shows what
profits are due to his exact invention,
only nominal damages can be recovered,
see Byerly v. Cleveland Linsced Oil

Works (1887), 31 Fed. Rep. 73; Roemer
v, Simon (1887);, 40 0. G. 1456; 31
Fed. Rep. 41 ; Bostock .v. Goodrich
(1885), 34 O. G. 1047; 25.Fed. Rep.
819 ; QGarretson v. Clark (1884), 111
U. 8. 120; 27 0. G. 524 ; National
Car Brake Shoe Ce. v. Terre Haute
Car & Mfy. Co. (1884), 280, G. 1007 ;
19 Xed. Rep. 514-; Kirby v.” Armstrong
(1881), 19 O. G. 661 ; 10 Bissell, 135;
b Fed. Rep: 801; Gould's Mfg. Co. v,
Cowing (1877), '12- 0. G. 942; 14
Blatch. 815 ; 8 Bann. & A. 756 ; Gould’s
Mfg. Co. v. Cowing (1874), § O. G.
277 ; 12 Blatch: 243 ; 1 Bann. & A.
8756 ; Burdellﬁ Demg (1365), 2 Flsher,

588,

That 8 plamtlﬂ‘ must. show what
profits or damages are attributable to
the .infringing design, ses Dobaon ».
Dornan (1886), 118 -1, S. 10; 35 O.
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rejuction or reception of the defendant’s evidence are, there-
fore, of mo consequence and cannot be made the occasion for
review on writ of error? But the plaintiff 1s not obliged to
produce such testimony as removes all ressonable doubt.
The inquiry is to be conducted on the same principles as any
other investigation into an amount of damages, and cspecially
when tho infringement has been wilful must the evidence be
liberally interpreted in favor of the plaintiff.2 After he has
shown that his entire loss has resulted from the infringement,
and has refuted all the defendant’s sugoestions as to contribu-
tory causes, he is not obliged to controvert all other possible

causes and exclude every hypothesis except that which he
maintains.?

§ 1072. Order in which Bvidenoce is Produced in Court.

When the pleadings are closed upon the general issue,
whether with or without notice, the plaintiff goes forward at
the trial, and must introduce the evidence reqmred to make
out a prima facie case upon all the averments in his declara-
tion. The letters-patent, or a certified copy thereof, being

G. 7560 ; Dobson v. Dornan (1885), 114
U. 8. 439; 81 0. G. 7886.

That there is no presumption that
all tho ‘defendant’s goods infringed be-
cause some did, see National Car Brake
Shoe Co. v, Terre Hauto Car & Mig. Co.
(1884), 19 Fed. Rep. 514 ; 23 0. G.
1007.
" 3 That the defendant’s evidence is of
no consequence until tka - plaintiff
establishes his claim to profits or dam-
ages, and objections to its admissibility
will not ‘be considered, see Garretson v.
Clark (1878), 14 O. G. 485 ; 15 Blatch.
70 ;'3 Bann. & A. 852 ; Black v, Mun-

son (1877), 14 Blatch. 206 . 2 Bann, &
A. 623,

8 That the pleintiff is entitled to

substantial damages if he furnishes rea-

sonably satisfactory. evidence, see Na-

tional Car -Brake Shos Co. ». Terre

Haute Car & Mfy, Co. {1884), 19 Fed.
Rep, 514 ; 28 0. G. 1007.

~ VOL. 111, — 24

That where wanton infringers conceal
their profits, and the plaintiff gives some
available evidence as to the amount, he
may recover them, see Creamer 2. Bowers
(E. 1888), 35 Fed. Rep. 2086.

That in cases of wilful infringement
the defendant is held to rigid account-
ability, and there is no presumption in °
his favor as to the inconclusiveness of
the plaintifP’s proof, but such proof is
interpreted liberally for the plaintiff, see

" Bigelow Carpet Co. v. Dobson (1882),

21 O. G. 1200 ; 10 Fed. Rep. 385; 15
Phila. 476. ~

4 That after the plaintiff has shown
that the defendant’s infringement had
caused his entire damage, end has re-
futed oll the defendant's suggestions as
to contributory csuses, he nead not dis-
prove all possible causes not claimed as
existing, gee Fitch v. Bragz (1883), 16
Fed. Rep. 243 ; 21 Blatch. 302.
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produced and oftfered, sufliciently prove their own validity as
woll as the patentability of the invention.! Some writers, in-
deed, assert that in addition to tho patent extrancous testi-
mony of the novelty and utility of tho invention, and of the
completeness and precision of the specification, should be
presented ; but the courts having held that the patent is
prima facie ovidence on thoso points, it would seom to bo
- unnecessary though frequently practised. The plaintiff must
then prove his title, either by the patent if he is the patentee,
or by the proper documentary ovidence if he is an assignee or
grantee.? Kvidence of the performance of the infringing acts
by the defendant, and of the identity of the invention which
" he sells or uses with that covered by the plaintifi’s patent,
must be also laid before the jury, and the data given for an
estimate of the damages sustained.® To this evidence the
~defendant must reply by counter-proof, either in whole or in
part, according to the number and nature of his defences.
The plaintifi follows with testimony rebutting the new matter
disclosed by the defendant, or supporting the prima facie pre-
sumptions of his patent against the denials or evasions of his
adversary. When the deféndant files a special plea on which
issue is joined, the order of procedure is reversed. Such
special plea admits all allegations in the declaration which it
does not specifically or impliedly dispute. The defendant,
therefore, first offers evidence in pursuance of his plea, to
which the Tﬁlainﬁﬂ:‘ replies by testimony appropriate to the
“issue, and the defendant in rebuttal controverts the plaintifi’s

proof. The rule regarding the burden of proof upon the dii-
ferent quéstions involved in the action is the same, whatever
form the pleadings may assume or in whatever order the .
evidence may be introduced.

§107'% Wonsuit not Ordered in Pederal Courts: Equivalent

Procedure.

- The Federal courts have no auth ority to order a nousuit of
the plamtlﬂ’ though his evidence may be plainly insufficient

§1072. 1 Sco §§ 1016, 1018, and  ® See 8§ 10411048, 1071, ~1d notes,
notes, anfe. ' . anté. -
2 See § 1040 and notes, anfe. -
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to warrant a verdict in his favor, but must submit the issue to
the jury on such proof as hus been offered.!  The defendant
may, however, request the court to instruct the jury that the
testimony will not support a verdict for the plaintiff, and a
refusal of the request in cases where 1t should be granted is
a ground of error? If the jury disregard this instruction and
ronder o verdict for the plaintiff, the court cannot accept it,
but must sct it aside and order a new trial® DBut when any
evidence is introduced by the plaintiff which could, in the rea-
gonable and legal judgment of a jury, tend to snpport the
plaintiff’s cause, whether the judge would considur it suffi-
cient as o guide to his own conclusions or not, it must be
submitted to them, and their verdict on 1t, if otherwise correct,

must be received.?

§ 1078. 1 That the Federal courts
cannot order a nonsuit, see Castle v.
Bullard (1869}, 23 How. 172; S8ilsby
v, Foote (1852), 14 How, 218 ; Foote
v. Silsby (1849), 1 Blatch, 445 ; Crane v.
Morris (1832), 6 Peters, 698 ; De Wolf
v, Rabaud (1828), 1 Peters, 476 ; Elmors
v, Grymes (1828), 1 Peters, 469.

That if the plaintiffis guilty of fraud
against the defendant it is no ground
for & nonsuit, but the jury may give
nomina}l damages, sce Reutger v. Kan-
owrs (1804), 1 Wash. 168; 1 Robb, 1,

3 That upon a demurrer to evidence in
an action at law the judge must decide
whether the plaintifi has made out a
prima fucie. case, and if not must charge
the jury to find for the defendant, sece
Royer v, Schultz Belting Co. (1888),
28 I'ed. Rep. 850 ; 38 O. G. 898 ; Mill-
ner v, Schofield (1881), 4 Hughes,
268 ; Bevang v. United States {1871),
13 Wall. 68, .

That to refuse to instruct the jury to
find for the defendant when the plain-
tiff has not made out a prima facie case
i error, sea Torrent. & Arms Lumber
Co. ». Rodgers (1884), 112 U, 8. 659 ;
300, G, 449 ; Cur.l:w, Jur. Courts U. S
222.

That where a patent is manifestly

~ Blateh, 444, Shipman, J.: (447)

void it is the duty of the court to charge
the jury to return o verdict for the de-
fendent, and failure ro to charge is
error, see Torrent & Arms Lumber Co.
v. Rodgers (1884), 112 U, 8, 669 ; 80
0. G, 449.

8 That where the jury without suf-
ficient evidence against the defendant,
render a verdict for the plaintiff, the
verdict should be set aside and a new
trial granted, see Wilaon v. Janes
(1854), 3 Blatch., 227.

4 In Roberts v. Schuyler (1875), 12
HIt
is true that the same weight is not
given by courts to the verdict of a jury
upon the validity of a patent which is
justly given to the opinion of a jury
upon other questions of fact. The sub.
ject-matter involved often requires a
patient and quiet examination. of dif-
ferent structures, and an investigation

" of the modes of operation of machinery,

for which the hurried and imperfect
scruiiny which the jury can give dur-
ing the trial of a case is sometimes in-
adequate. The result often depends
more upon the cxamination of .ma.
chines or structures than upon the tesi.
tnony of witnesses. "And yet, notwith-
standing the fact that less weight and
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§ 1074. Chargo to tho Jury: Roquests: Bxooptions,

The charge of tho ]udgo to the jury must arise out of and bo
limited to the questions in controversy and the evidence pro-
duced, and must be sufficiently full and clear to serve thom as
an intelligiblo guide in arriving at their verdict.! General
abstract discussions are improper.2 Either party may request
the judge to give certain instructions, and if this request is
not complied with the instructions are regarded as refused.’
Unless such requests are made, the court is bound to notice
only the points made by either party on the trial.? When the
rcquest is granted it is not essential that the exact form of
the desired instruction should be followed, if the instruction
actually given comports with the justice of the case and

authority is given to the decision of a
jury in this class of cases than in other
civil causes, it is equally true that the
" verdict of a jury is not to be set aside
merely because the court might have ar-
rived at a different conclusion, Unless
the court can see that the jury was pal-
pably mistaken, and that the woeight of
evidence is decidedly against their ver.
dict, it should not be set aside. Other-
wise the court enters upon the province
of the jury, and passes beyond the limit
of its own duty. At the same time,
when it is manifest that juries have been
warped from the direct line of their
duty by mistake, prejudice, or even by
an honest desire to reach the supposed
equity, contrary to the law of the case,
it will be the duty of the court to set
the verdict aside.” 2 Bann. & A. b (8).
See also Aiken ». Bemis (1847), 8 W.
& M. 348 ; 2 Robb, 644 ; Brooks v,
Bicknell {1845), 4 McLean, 70.

That if there is evidence on both
gides of the issue,' the matter must be
submitted to the jury unless the court
would set aside the verdict as against
evidence if they decided contrary to its
juidgment, seo Keyes v. Grant (1886, )
118 U. 8. 25; 85 0. G, 747.

§ 1074, 1 Th at the instructions of
the court must be sufficient to enable

the jury to arrive at a proper verdict,
see Morris v, Platt (1864), 32 Conn, 76 ;
Waters v. Bristol (1857), 26 Conn.
398 ; 8 Chitty, Geu. Plac pp. 911~
916,

That the court ahould instruct the
jury that the burden of proof as to
novelty, after the patent is in evidence,
is on the defendent, see Allen v. Blunt
(1840), 2 W. & M, 121 ; 2 Robb,,530.

That where the court would set aside
s verdict, if given for the plaintiff, it
should instruct the jury to find for
the defendant, see Royer v, Schultz Belt-

“ing Co. (1888), 29 Fed. Rep. 281,

2 That abstract discussions in the
charge should be aveided, see Gayler v,
Wilder (1850), 10 How. 477 ; Allen .
Blunt (1846), 2 W. & M. 121 ; 2 Robb,
630 ; Pitts ». Whitman (1843), 2 Story,
609 ; 2 Robb, 189.

- 8 That . failure to comply with re-
quests to charge is equivalent to a re-
fusal, ses Emeraon v. Hogg (1845), 2
Blatch. 1. .

¢ That the failure of the court to
charge on special points not essential
to the understanding of the case is not
error unless requests to that effect were
made, ses Pennock v. Dialogue (1829),
2 Peters, 1; 1 Robb, 542.
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affords the jury an opportunity to render a proper verdict.
A. refusal to give desired instructions may be taken advantage
of on writ of error, but the exception must be noted at the
time, so that the error can bo corrected while the jury are ot
bar, or the objection will be waived.®

§ 1075. Quostions of Law : Questions of Faot.

Under each of the twenty-five enumerated defences certain
questions arise whose decision is within the province of the
court, while others are to be determined by the jury. The
general distinetion between these is that which always sep-
arates matters of law from matters of fact, but their particu-
lar characteristics are best comprchended when they are
stated in connection with the defences in which they arise.
On the first defence, which denies that the invention origi-
nated in an inventive act, the court defines the nature of an
inventive act and of its result; the jury decide whether the
patented invention is due to such an act and corresponds with
such result.l On the second defence, which admits that the

6 That the court is not bound to
instruct the jury as counsel request if
the instruction given is correct, see Pitts

v. Whitman (1843), 2 Story, 609 ; 2
Robb, 189.

That a court having given the jury
all needed instructions may decline to

give special instructions as requested,
see Winans v. New York & Harlem
R. R. Co. (18565), 4 Fisher, 1.

That in a snit at law on a question
of priority the counsel cannot require
that the court, on inspecting rival pat-
ents, shall instruct the jury, as matter
of law, that they are or are nof identi-
cal, see Bischoff v. Wethered (1869), 9
Wall, 812,

% That errors or refusals not excepted
to at the time are waived, see Allen v.
Blunt (1846), 2 W. & M. 121 ; 2 Robb,
630; Emerson v Hogg (1845), 2
Blateh. 1. T

§ 1075, ! The performance of an i2-
ventive act is determined lergely by

coinparing the alleged invention with
inventions previously known, and ascer-
taining its substantial identity with or
diversity from them. This is a matter
for the jury under the direction of the
court. Thus in Tucker v Spalding
(1872), 13 Wall. 463, Miller, J. : (455)
“ Whatever may bs our personal opin-
ions of the fitness of t:e jury as a
tribunal to determine the diversity or
identity in principle of two mechanical
instruments, it cannot be questioned

_that when the plaintiff; in the exercise

of the option which the law gives him,
brings his suit in the law in preference
to the equity side of the court, that
question must be submitted to the jury
if there is so much resemblance as raises
the question at all. And though the
principles by which tho question must
be decided may be very largely proposi-
tions of law, it still remains the essen-
tial nature of the jury trial that while
the court may, on this mixed question
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invontion originated in an invontive act, but denies the per-
formance of that act by the alleged inventor and asserts that
he has surreptitiously appropriated to himseli the fruit of
another’s inventive skill, tho court describes the attributes
of an inventive act; the jury determine whethor the elleged
inventor has porformed this act, or has derived his idea of the
invention from the true inventor? On the third defence,
which admits that an inventive act resulting in the patented
invention has been performed by the alleged inventor, but
avers that the same act had previously been performed by a
different inventor, who had already reduced it to pructice, or
who was using reasonable diligence in its reduction, the court
declares at what stage of its development the conception of an
idea of means becomes complete, and what diligence the law
requires of the inventor in perfecting 1t; the jury find whether
the . complete conception of the invention by the supposed
prior inventor anticipated that of the plaintiff’s inventor, and
whether the former, if the first conceiver, had reduced it to
practice before its production by the latter, or was then reduc-
~ ing it with such diligence as the law demands? On the
fourth defence, which denies that the invention patented is
. embraced in either of the six classes made patentable by the
Acts of Congress, the court determines from the patent what
the: character of the invention i 18, and from the law whether it
is included in the protected classes; the duty of the jury is to
* render a verdict in pursuance of this finding of the court,
unless the‘pa.tent employs terms of art upon whose meaning

of law and f&ct lay down to the jury 1 Wash, 168 ; 1
tha law which should govern them, so

a3 to gulde them to truth and guard

Kanowrs (1804),
Robb, 1.

: That the jury are to detorniine by

them anmat error, and may if they
disregard matructwns sot aside their
verdlct, the ultimate responae to tha
question must come from the jury.”
b Fxsher, 207 (300); 1 O..G, 144
(146).

. See also Tyler v, Bastnn (1868).
We.ll 327 ; Tarrill o Rallroad Co,

whom an inventive act was; performed,
see Gray v. Halkyard (1886), 28 Fed.
Rep 8564 ; 38 O. G. 784 ; Reutgen .
Kanowrs (1804)," 1 Wash. 168; 1
Robb, 1.

8 That priority of invention is a
question of. fact, see Gray v. Halkyard
(1886), 28 Fed. Rep. 854; 38 O. G.

(1333), H Wa]l 4961 ; Battm v. Taggert 784 ; Reutgen . Kavowrs (1804), 1

(1854), 17 How. 74 Tatham 9. Lo Wash. 1685

goy (185‘2_‘), 2 Blgtch. 474. Reutgen v.

1 Robb, 1.

- § 1075
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they must also pass.t  On the fifth defence, which denies the
novelty of the invention, the court defines the attributes of
novelty and the essential qualities of a prior use or prior pub-
lication, and decides whether the Claims of a prior patent
cover the samo invention as the one in suit; the jury find
whether the patent, or the publication, or the use, existed in
such a manner as to render the invention accessible to the
public before it was conceived by the alleged inventor.! On
.the sixth defence, which denies tho utility of the invention,
the court declares in what utility consists, and where the
patented invention is manifestly frivolous or injurious to the
public directs the jury to find accordingly ; otherwise the jury
determine whether the invention is practically available for
any useful purpose.® On the seventh defence, which asserts

¢ So far as this question involves tho
character of the patented invention as
a simple art, machine, manufacture, com-
position, design, or improvement, it may
nearly always be considered as maialy o
question of luw ; the answer consisting
in & definition of the patentable class
and an interpretation of the Claims of

-’ the patent, with a submission of the

question to the jury under such instruc-
tions as this definition and interpreta-
tion require. See Bischoff v. Wethered
(1869), 9 Wall. 812; Tecse v. Phelps

(1855), 1 McAllister, 17. When the
invention purports to be a combination,

however, additional questions are raised
which are essentially questions of fact
and must be passed on by the jury.
Thus, that whera the effect and operation
of mechanical contrivances enter into a
question of a combination, the question
i3 one of law and fact for the jury to
determine under the instructions of the
court, sce Foote v. Silsby (1849), 1
Blatch. 445,

That whether an invention is pat-
entable is a mixed question of law and
faet and usunally is not to be settled
without & jury trial unless the title is
fixed by law, see Teese v Phelps (1855),
1 McAllister, 17.

¢ 1075

¢ That novelty is a question for the
jury, ece Westlake v, Cartter (18738), 6
Fishor, 519; 4 O. G. 634 ; DBattin v,
Taggert (1854), 17 How. 74 ; Carver v.
Braintree Mfg., Co. (1843), 2 Story,
432 ; 2 Robb, 141,

That the identity of prior and present
inventions is a question for the jury, see
Tyler v.Boston (1868), 7 Wall. 827; Tur-
rill v. Railroad Co. (1863}, 1 Wall, 491.

That whether two patents, whose
specifications are not in the same terms,
describe the same invention, 18 a ques-
tion for the jury, see Hawkes v. Rem--
ington (1872), 111 Mass, 171 ; Bischoff
v. Wethered {1869), & Wall. 812,

Thut whether the patented invention
is identical with one desecribed in o
printed publication is a question for the
jury, where the inventions differ on
their face and in the judgment of ex-
perts, see Keyes v. Grant (1886), 118
U. S, 25: 30 0. G. 747 : Adams v,
Bellaire Stamping Co. (1886), 28 Fed.
Rep. 860 ; 36 O. G. 567.

~ 8 That utility is a question for the
jury, see Westlake .v. Cartter (1878), 6
Fisher, 519; 4 O, G. 630. Doubted :

Langdon ». De Groot.(1822), 1 Paine,
203 : 1 Robb, 433,

That where an i1nvention is useless



876 TREATISE ON THE LAW OF PATENTS.  [BOOK IV.

that the inventor has abandoned tho invention to the publie,
tho court defines the doctrine of abandonment, and the pre-
sumptions that arise from public use or sale; tho jury pass
upon all questions of intention on the part of the inventor, on
tho oxistence and significance of the facts urged as evidence
of his purpose to abandon, and on the occurrence of such
instances of public sale or use as are in law conclusive evi-
dence of an abandonment.”! On the eighth defenco, which
denies the issue of any patent corresponding with the descrip-
~ tion in the declaration, the court determines the neccessary
characteristics of the described patent; the jury judge whether
the patent of thu plaintiff is the one desceribed.® On the ninth
defence, which asserts that the issue of the plaintiff’s patent
was in violation of the rules of law, the court declares the
requisites of a legal patent so far as they are applicable to
the one in suit, decides whether the patent covers a scle or
joint invention, and whether the Claims of a re-issue depart
from the invention attempted to be described and claimed in
the original; the jury find whether the legal requisites ex-
isted, whether the invention was in fact joint or sole, and
whether the invention claimed in the re-issue is identical with
that which the inventor attempted to secure by his original
patent.? On, the tenth defence the questions for the court

on its face the court may so divect the
jury, see Langdon #. De Groot (1822),
1 Paine, 203 ;-1 Robb, 438.

8 This issue may be determined in
several ways. If the patent is offered
in evidence and excluded, the plaintiff's

7 That abandonment is a question
for the jury, see Kendall ». Winsor
(1858), 21 How. 322 ; Battin ». Taggert
(1854), 17 How. 74,

That the motive for the delay in
applying for a patent while the inven-
tion is in use is & question for the jury,
see Morris v, Huntington (1824), 1
Paine, 348 ; 1 Robb, 448. |

That the question of the continuity
of an application is for the jury, see
Godfrey v. Eames (1863), 1 Wall. 317.

That the question whether the con-
tinuity of an application is destroyed
by the filing of a new application is, in
an action at law, for the jury, sce Howe

v. Newton {1865), 2 Tisher, 531.

case mnecessarily. fails, and no nonsuit
being permitted, the court directs a
verdict for the defendant, But where
the evidence, not. being® objected to,
is submitted ' to ‘the jury, the ques-
tion of identity Letween the patent de-
clared on and the one in evidence is in
form passed upon by the jury, under
the instruetion of the court.

9 That whether the re-issue is broader
than the invention attempted to be pro-
tected by the original is a guestion for
the jury, see Battin v, Taggert (1854),
17 How. 74 ; Catver ». Braintree Mfg.
Co. (1843), 2 Story, 432 ; 2 Robb, 141.

That whsther a re-issue was obtained
with fraudulent intent i8 for the jury,

§ 1075
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and jury arve the same as on the fourth, already stated. On
the eleventlt defence, which asserts that the description of the
invention given in the patent is fraudulent, the court con-
strues the langu