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PREFACK.

e —

TrE object of this book is to present in as coneiss
a form as possible the whole of the law relating to
letters patent for inventions, and such matters of
practice as relate particularly to patent grants.

The author believes that the text refers to all the
reported cases which are now of any importance. It
contains no reference to matters and cases which are
of historical interest only.

As the decisions concerning grants of compulsory
licences under section 22 of the Patents Act, 1883—now
repealed—will, it 1s conceived, be of little or no value,

as authorities, under the Act of 1902, they are not
here referred to.

Although the author has spared no pains to prevent
defects and errors, he does not venture to think that
the book is altogether free from these. Whatever ifs
shortcomings, he hopes that the treatise may be found
useful by members of the legal profession and others
interested in the subject-matter.

V. N.

4, NEwW SQUARE, LincoLN's INN,
September, 1904,
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LEITERS PATENT FOR INVENTIONS,

CHAPTER 1.

SuBJECT-MATTER OF LETTERS PATENT.

THE STATUTE OF MONOPOLIES—AS TO WHAT IS A “ MANUFAC-
TUORE" —IMPROVEMENTS — COMBINATIONS — PROCESSES—PRIN.
CIPLES—PRODUCTS—NOVELTY—UTILITY—INVENTIOXN.

TrE subject-matter of letters patent for inventions entirely
depends upon the Statute of Monopolies (21 Jae. L. ¢. 8).

S. 6 of the Act—the all-important section in connection with
patent grants—preserves the prerogative of the Crown to grant
letters patent for inventions in the case only of ‘“ any manner or
new manufactures within this realm to the true and first inventor
and inventors of such manufactures, whick others at the time of
making such letters patent and grants shall not use, so as algo they
be not contrary to the law nor mischievous to the State by
raising prices of commodities at home, or hurt of trade, or
generally inconvenient.”

The subject-matter of letters patent must therefore be a
“ manufacture’’ ; and that manufacture must be new (see p. 7,
infra), useful (see p. 16, infra), and have involved ingenuity of
invention (see p. 20, infra). I'urther, 1t must not be contrary to
law, nor mischievous to the State by raising the prices of
commodities at home, or hurt of trade, or generally inconvenient.

As 7o WHAT 15 A ““ MANUFACTURE.”

It 1s impossible to lay down an abstract definition of all that
the term “manufacture’” may import (see per Lopes, L.J., in
Blalkey v. Latham (1889) 6 R. P, C. at p. 189). By the large
interpretation given to the word, ‘it not only comprehiends pro-
ductions, but it also comprehends the means of producing them.
Therefore, in addition to the thing produced, 1t will comprehend

L.P, B
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a new machine, or a new combination of machinery; it will
comprehend a new process, or an improvement of an old
process ' (per Lord Westbury, L.C., in Rulston v. Smnith (1865)
11 H. L. C. at p. 246). The term also includes applied prin-
ciples (see p. 6, infra), and applications of old things to new
uses (see p. 24, infra). But the thing produced must, it seems,
be a vendible article (see per Heath, J., in Boulton v. Dull (1795)
2 H. BlL. at p. 182). And a valid patent cannot be granted for a
thing to be used for an illegal purpose (see p. 1, suprd); but no
objection can be taken to the validity of a patent on the ground
that it was applied for merely to evade the provisions of a
statute (see le Vaisey’s Patent (189-) 11 R, P. C. at p. 593).

Improvements. — The term ‘ manufacture’™ includes an
improvement on a known machine ; indeed, as was pointed out
by Lord Mansfield i Morris v. Bransom (1776) 1 W. P. C. 51,
if thore could be no patent for an improvement, almost every
patent could be revoked.

The improvement need not be great ; *‘it is suflicient 1if it is
an improvement at «ll’’ (per Alderson, B., in Jorgan v. Seaward
(1886) 1 W. P. C. at p. 172; Edison v. Woodhouse (1887)
4 R, P. C. at pp. 92, 98; Moser v. Marsden (1893) 10 R. P. C.
at p. 858). But the improvement must have involved the
exercise of ingenuity or invention (Curter v. Leyson (1502) 19
R. P. C. at pp. 477, 478; and see p. 20, infia).

An improvement on a machine or process may be by way of
an addition thereto (Morris v. Dransom (1776) 1 W. I’. C. 51) or
of an omission therefrom (:drnold v. Bradbury (1871) 6 Ch. at
p. 714 ; Russell v. Cowley (1835) 1 W. P. C. at p. 469). Mere
change of size of a part of a combination may constitute an
improvement suflicient to support a patent (Isdison v. Woodhouse
(1887) 4 RR. P. C. at p. 92; Jloss v. Malings (1886) 8 R. P. C. at
pp- 878, 879 ; ¢/, Dearvis v. Rylands (1900) 17 R. P, C. at p. T12).
And there may be a patent for an improved mechanical equiva-
lent of an old thing (see per Lord Halsbury, L.C., in Vickers v.
Siddell (1890) 7 R. P. C. at p. 803; Thomson v. .tmerican
Draided Co. (1889) 6 R, P. C. 518).

Animproved thing produced by a new and ingenious application
of a known contrivance to an old thing is a ‘‘ manner of new
manufacture ’’ within the meaning of the statute ( per Lindley,
L., in Gadd v. Mayor of Manchester (1892) 9 R. P. C. at p. 524 ;
and see per Romer, J., mm Adamant Stone Co. v. Corpn. of
Liverpool (1897) 14 R. P. C. at p. 21). See, further, p. 24, infra.
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The discoverer of an 1mprovement must, in his claim, strictly
confine himself to the improvement; if he claims the machine
or process upon which he has improved, he will invalidate his
grant (Minter v. Mower (1835) 1 W. P. C. at p. 142; and see
p. 74, mfra). And if the patentee’s invention consists of an
improvement upon a machine for which a patent exists, the use
of the improvement with the former invention, during the
existence of the former patent, without licence, will be an
infringement of the former patent (see p. 160, infra).

As to the amount of invention necessary in order to support a
patent for an improvement, see pp. 20—24, infra.

Combinations,.—A new combination of old materials 18 a
“manufacture "’ within the Statute of Monopolies, if  the
result produced by sueh a combination 1s either a new article,
or a better article, or a cheaper article to the publie, than that
piroduced before by the old method’’ ( per Tindal, C.J., in Crane
v. Price (1842) 1 W. P. C. at p. 409; and ree per Bacon, V.-C.,
in Murray v. Clayton (1872) 7 Ch. at p. 677, n.). DBut a patentee
cannot make a combination within the meaning of the patent
law by calling it a combination. A combination, in point of
law, must be a combination which 1s bothh new and useful (see
per Grove, J., in Bamlett v. Picksley (1875) Griff. P. C.
at p. 44).

A patent may be good for combination, although when 1t is
taken to pieces there is not one single part of the process or of
the machinery called into use to create that combination whieh
i8 new in itself (per Pollock, B., in Davis v. Feldman (1884)
~ 1R.P.C.at p. 14, aflirmed, on appeal, at p. 198). A clamm for

a combination is not a claim that each part thercof 1s new. “On
the contrary, each part may be old, and yet a new and useful
combination of such old parts may be valid, as has been often
decided ”’ (per Lord Campbell, C.J., in Lister v. Leather (1858)
8 E. & B. at p. 1017; and see Vickers v. Siddell (1890) 7
R. P. C. at p. 804; Lucas v. Miller (1900) 17 R. P. C., at
p. 171).

Where a combination consists of parts, some of whiceh are old
and some are new, the inventor may claim not only the combi-
nation as a whole, but also each new part (gee pp. 75, 76, tnyra).
Where all the parts are old, the inventor must clearly show that
it is in respect of the new combination, and of that only, ho
seeks protection (see p. 76, intra).

A combination, to be the subject of a valid patent, must have

B 2
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involved ingenuity or invention in its production. If 1t was
obvious, the patent cannot be supported. DBut the amount of
invention involved need not be great. ¢ Where a slight altera-
tion in & combination turns that which was practically useless
before into that which is very useful and very important, Judges
have considered that, though the invention was small, yet the
result was so great as fairly to be the subject of a patent” (per
Jessel, M.R., in Hinks v. Safety Co. (1876) 4 C. D. at pp. 615, 616).
See, further, p. 21, nfra.

Where the use of soap and water in the process of felting was
known, and the use of rollers was also known, a patent for the use
of soap and water in conjunction with rollers was held to be good
subject-matter for a patent (Allen v. Rawson (1845) 1 C. B. 551).
And where the shearing of cloth from list to list by shears was
known, and the shearing it from end to end by means of rotary
cutters was also known, a patent for a machine to shear from
list fo list by means of rotary eutters was held to be patentable.
(Lewis v, Davis (1829) 1 W. P, C. 488). In Iinks v. Safety Co.
( (1876) 4 C. D. at p. 615), Jessel, M.1R., considered that the sub-
stitution in a lamp of a round wick for a flat wick was suflicient
to support a patént. I'or further examples of patents for com-
binations upheld where only slight alterations have been made,
see Faweett v. Homan (1896) 13 R, P. C. 898 ; Goddard v. Lyon
(1894) 11 R. P. C. 854 ; Birch v. Harrap (1896) 138 RR. P. C. 615;
Bunge v. Higginbottom (1902) 19 R. P. C. 187 ; Ldison v. Wood-
louse (1887) 4 R. P. C. 79; Moss v. Mulings (1886) 8 R. P. C.
378 : Vickers v. Siddell (1890) 7 R. P. C. 292; Thomson v.
Admerican Braided Co. (1889) 6 R, P. C. 518; and see pp. 20—24,
nfra. .

Processes.—I1t 1s now well settled that the term ‘manufac-
ture ”’ includes a process (Gibson v. Brand (1842) 1 W. P. C. at
pp. 6338, 638). The term may mean the machine when coms-
pleted or the mode of constructing the machine (per Parke, B.,
in Morgan v. Seaward (1837) 1 W. P. C, atp. 198). 1t mecludes
hoth process and result (per Coleridge, J., in Bush v. I'ox (1854)
Macr. P. C. at p. 176).  And see per Pollock, C.B., in Stevens v.
Neating (1847) 2 W. P, C. at p. 182.

You may have a good claim for a process, even though the
process is made up of a combination of perfectly well-known steps,
provided the result is to arrive at a new article, or a better
article, or a cheaper article (see per Vaughan Williams, L.J., in
Kopp v. Losenweald (1903) 20 R, P. C. at p. 159 ; and see Crane v.
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Price (1842) 1 W. P, C. at p. 409). The omission of a step in
some known process may constitute patentable subject-matter
(Russell v. Cowley (1835) 1 W. P. C.at p. 469.)

In Booth v. Kennard ((1856) 26 L. J. Ex. 28), the patentee
claimed for making gas “ direet from seeds and matters thersin
named . . . instead of making it from the oils, resins, or gums,
previously extracted from such substances’ ; and the Court held,
assuming the invention to be new, it was good subject-matter for
a patent. The patent was subsequently avoided for want of
novelty (p. 805). In Hills v. London Gas Light Co. ((1860) 29
L. J. Ex. 409), the invention consisted in the purification of coal
gas by means of hydrated or precipitated oxides of iron, and also
a process whereby the materials so used were to be re-oxidized,
and thus renewed for use, and the patent was supported. For
further examples of patents for processes which have been
supported, see Benno Japé v. Richardson (1894) 11 R. P. C. 93 ;
Hall v. Jarvis (1822) 1 W. P. C. 100; Russell v. Cowley (1835)
1 W. P, C. 463 ; Badische v. Duwson (1889) 6 R. P. C. 887 ;
British Vacuum Co. v. Suction Cleaners (1904) 21 R. P. C. 803.

T'he specification of a patent for a process must point out the
mode by which the process is to be performed, so as to accom-
plish the object in view ; if it does not, it will be a statement of
a principle only, and the patent will be bad (Borill v. Keyworth
(1857) 7 I, & B. at p. 735 ; Ilills v. London Gas Co. (1860) 29
L. J. Ex. at p. 424; Neilson v. Harvford (1841) 1 W. P. C. at
p. 385; see, further, p. 6, infra). And it must indicate the
essence of the invention (see Nopp v. Rosenwald (1903) 20
R. P. C. 154), and be more than a mere ¢ prescription’ (sce
Kopp v, Rosenwald, supra, at p. 160).

The process to support a patent must, of course, be distinct
from and not merely a colourable imitation of another. But
‘“although one man hag obtained a patent for a given object,
there are many modes still open for other men of ingenuity to
obtain a patent for the same object; there may be many roads
leading to one place, and if a man has, by dint of his own genius
and discovery, after a patent has been obtained, been able to give
to the publie, without reference to the former one, or borrowing
from the former one, a new and superior mode of arriving at the
same end, there can be no objection to his taking oul a patent
for that purpose’ (per Tindal, C.J., in Walton v. Potter (1841) 1
W. P. C. at pp. 590, 591 ; and see pér Lord Westbury in Curtis
v. Platt (1864) 8 C. D. 139, n.; Thomson v. Moore (1890) T
R. P. C. at p. 832.)
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Principles.—No mere philosophieal or abstract prineiple can
answer to the word ‘“ manufacture.”” Something of a corporeal
and substantial nature—something that can be made by man
from the matters subjected to his art and skill, or at the least
some new mode of employing practically his art and skill—is
requisite to satisiy this word (per Abbott, C.J., in I, v. Wheeler
(1819) 2 I3. & Ald. at p. 850).

A principle, per se, cannot, therefore, be the subject of a valid
patent (see per Alderson, B., in Jupe v. Pratt (1887) 1 W. P. C.
wb p. 146; per Lord Halsbury, L.C., in Preumaiic T'yre Co. v.
T'ubeless Tyre (1899) 16 R. P. C. at p. 79). DBut you may take
oub a patent for a principle coupled with a mode of carrying the
principle into effect (per Alderson, B., in Jupe v. Pratt, supru;
and see per Clerk Hope, L.J., in Houseliill v. Neilson (1818) 1
W. P. C.at p. 688; per Cotton, LiJ., in dutomatic Weighing Co.
v. Knight (1889) 6 R. P. C. at p. 304; per Lord Davey in Cham-
berlain v. Mayor of Dradford (1903) 20 R. P. C. at p. 684;
Ashworth v. Iinglish Card Co. (19038) 20 R. P. C. at p. 797;
Edison-Bell v, Smith (1894) 11 R. P. C. at pp. 897, 398.)

““ I take the distinetion,’” said Alderson, B., in Neilson v. -
ford (1841) 1 W. P. C. at p. 842, ““ between a patent for a principle,
nnd & patent which can be supported, is, that you must have
an embodiment of the principle in some practical mode described
in the specification of carrying the principle into actual effect,
and then you take out your patent, not for the principle, but
for the mode of earrying the principle into eftfect.” "The same
learned Judge in Jupe v. Pratt (1 W. P. C. at p. 146), said
that when you have invented & mode of carrying a principle into
efiect, you ave entitled to protect yourself from «ll other modes
of carrying the same principle into effect. But, as was pointed
out by Cotton, L.J., in dutomatic Weiyhing Co. v. Knight ((1889)
6 RR. P. C. at p. 304), this expression was used by Baron Alderson
during the discussion, and probably did not express his full
opinion. ‘‘ You can prevent anyone from using the same method
of carrying that principle into effect, and you ean prevent anvone
from using only the same thing with a colowrable difference”
(per Cotton, Li.d., tbid.). But you cannot prevent others carrying
the principle into effect by substantially different menns; see
p. 168, insra.

A claim to erery mode of carrying a principle into effect
amounts to a clamm to a prineiple; for ¢ there is no difference
between a principle to be carried into effect in any way you will,
and claiming the principle itself” (per Alderson, B., in Neilson
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v. Hartord (1841) 1 W. P. C. at p. 855; Automatic Weighing
Co. v. ICnight (1889) 6 R. P. C. at p. 808; ¢f. Lidison-Bell v.
Saath (1894) 11 IR, P. C. 889).

Although a principle, as distinet from the machine by which
it 1s proposed to be applied, cannot be the subject of a patent,
the consideration of the principle sought to be so applied may be
material in determining the essence of the invention (Zhomson

v. Moore (1889) 6 R. P, C. at p. 450; (1890) 7 R. P. C. 325).

Products,—A produet, per se, cannot, 1t 1s conceived, form the
subject of a valid grant—that is to say, a product cannot be
patented apart from the mode of producing 1t (see Kopp v. Llosen-
wald (1902) 19 1t P, €. 205; (1908) 20 1. P. C. 154) any more
than a principle can be patented apart from a mode of carrying
the prineiple mnto eflect.

NOVLELTY.

The Statute of Monopolies exempts only ietters patent for new
manufactures granted to the true and first inventor (see p. 1,
supra). Ilence, the subject-matier of a patent must be new.,

The Consideration for the Grant is the Novelty of all.—And
1s the consideration for the grant is the novelty of «ll (seo per
Parke, B. in Morgan v. Seaward (1837) 1 W, . C. at p. 1906), if
anything claimed turns out to be old the whole grant will be
void (Morgan v. Seaward, supra ; Roberts v. 1eywood (1879) 27
W. R. 454 Murelland v. Nicholson (1893) 10 R, P. C. 417 ;
C'assell Co. v. Cyanide Syndicate (1895) 12 R, P, C. 2325 Wilson
v. Hidson (1903) 20 R, P. C. 1).  See, further, p. 74, infra.

Effect of Prior Publication or User Abroad.—The novelty
of an invention will be defeated by proving prior publication or
prior user. Dut as the Statute of Monopolies only refers to
manufactures new * within this realm” (see p. 1, supra), prior
publication or user m a foreign country will not aftect the validity
of a patent (Lolls v. Isaacs (1881) 19 C. D. at p. 275).

Such of the colonies as are themselves empowered to grant
patents for mmventions are not considered within the realm ; and
an invention already published there may form the subject of a
valid British patent (llolls v. Isaaes, supra). Whether the use
of an invention in any of the colonies not so empowered would
invalidate subsequent letters patent for the same mvention
taken out at home, quere (see Brown v, dnunandale (1842) 1
W. P. C. 433).
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Prior Publication.

The publication of a machine or process, within the realm, in a
book (Stead v. IWilliams (1844) 2 W. P. C. at p. 142; Househill v.
Neilson (1848) 1 W. P, C.718, n.), or a specification (Jones v. Berger
(1848) 1 W. P. C. at p. 650; Ilarris v. Rotlucell (1887) 4 R. P. C.
225), or any other work or document (see Rucker v. London Iulectric
Corpn. (1900) 17 R. P. C. at p. 283), will invalidate a subsequent
crant of letters patent for that machine or process, although the
machine or process was never actually put in use prior to the
date of the grant (Stead v. Williams (1844) 2 W, P. C, 151 ;
Puatterson v. Gas Light C». (1877) 8 A, C. at p. 2.44),

Publication in Foreign Language.—The fact that the prior
desceription was in German (flarris v. Rothwell (1887) 4 IR, P. C.
925+ Rucker v. London Ilectric Corpn. (1900) 17 R. DP. C.
at p. 295), or I'rench (Lany v. Gisborne (1862) 31 Beav. 1388 ;
Pickard v. DPrescott (1892) 9 R. P. C. 195), or any other
language commonly known in this country (Zlarris v. Rothwell,
supra, at p. 282), makes no difterence.

Publication by Provisional Specifications.—As provisional
specifications which are abandoned are not published (see p. 3806,
infra), the abandonment of a provisional specification does not
atnount to publication (see Quley v. Holden (1860) 8 C. B. (N. 8.)
nt p. 708 ; Laster v. Norton (1886) 8 R. P. C. at p. 206). DBut
when published, a provisional specification may be a sufticient
anticipation of a subsequent patent (Lawrence v. Perry & Co.
(1885) 2 R, P. C. at p. 187).

Effect of s. 1 of the Patents Act, 1902.—So0 soon as the Board
of Trade dircet that s. 1 of the Patents Act, 1902, 1s to come
into operation, an invention covered by any patent granted on an
application to which s. 1 of the Act applies, will ““ not be deemed
to have been anticipated by reason only of its publication n a
spacification deposited pursuant to an application made in the
United Kingdom not less than firty years before the date of the
application for a patent therefor, or of its publication in a
provisional specification of any date not followed by a complete
«peetfication ” (s. 2).

Publication a Question of Fact.—The specification of a prior
patent must, of necessity, be considered as a publication (11l v.
Frans (1862) 4 De G. J. & J. at p. 800; Defries v. Sherwood
(1897) 14 R. P. C. at p. 819). In other cases the question of
publication i1s one of faet. ISach case must depend upon its own
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circumstances ; and the effect, extent, and operation of the
document by which the invention is alleged to be communicated
to the public, so as to anticipate the invention of the person
taking out letters patent for the invention, vary infinitely as the
facts must vary (see per Lord Halsbury, L.C., in Pickard v.
Prescott (1892) 9 IR. P. C. at pp. 200, 201). The existence of a
single copy of a work, though printed, brought from a depository
where 1t has long been kept in a state of obsewrity, would afford
a very different inferenco from the production of an encycio-
peedia, or other work in general civeulation (per Tindal, C.J., in
Stead v, WWilliams (1844) 2 W, P. G, at p. 143).

Publication need not be a Matter of Common Knowledge.—
The publication need not he a matter of common knowledge; it
18 suflicient to mvalidate a subsequent patent if 1t is o matter of
public knowledge (see per Lindley, L.J., in Surage v. Harris
(1896) 13 RR. P’. C. at p. 867). 1f the invention is described in
a document which has been previously accessible to the publie,
the patent will be bad, although 1t is not shown that the docu-
ment has ever been uctually consulted (United IHorse Nuil Co.
v. Stewart (18835) 2 R, P, C. at p. 188 ; Harrts v. Rothwell (1887)
4 R. . C. at p. 230).

DocumenTts 18 Pusuie Libraries.—If a document containing
a description of the subject of a patent has been deposited,
prior to the date of the patent, in the Patent Oftice Library
(United Horse Nail Co. v. Stewart (1885) 2 I, P. C. at p. 183 ;
ITarris v. Rothwetd (1887) 4 . P. C. 2255 United Telephone
Co. v. Harrison (1882) 21 C. D. 720 ; Liucker v. Electric Corpn.
(1900) 17 1. I’ C. at p. 295), or m any other place to which
the public are admitted, and to which persons in search of
information on the subjeet to which the patent relates would
naturally go for information (Harris v. Lotlhwell (1887) 4 . P. C.
225), the patent will be void. 1n the case of Rucker v. Ilectric
Corpn., suprda, the fact that a paper containing a deseription
of a patented arrangement was laid on the table of the public
reading room in the Patent Oftice two days prior to the date of
the patent, was held to invalidate the grant.

But in some cases, although a document may have been
deposited in the Patent Oftice Library, or some other public
place, the proper inference, mm the absence of proof to the con-
travy, is, that nobody ever did see it there, c.s., where it has
been placed on a shelf 1n a private room in the Patent Oftice and
not catalogued (Plimpton v. Malcolmson (1876) 3 C. D. at pp.
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606, H67), or In an inner room at the British Museum (Otto v.
Steel (1886) 8 Ik, . C. at pp. 112, 118, 114), or even in o room
at the Patent Oftice open to the publie, if it has not been entered
in the catalogne (Dlimpton v. Spiller (1877) 6 C. D. 412; but 1t
was not strictly proved, in this case, that the volume relied upon
wag ever accessible to the public).

Satks Neep NoT nE SnowN.—Once a book has been printed
and offered for sale, it is not necessary to prove that a single
copy has ever been sold. ““ A publication takes place,” suid
Lord Romilly, in Langy v. Gisberne ((1862) 81 Deav. at p. 1:55),
““when the inventor of any new discovery, either by himself or
by his agents, makes & written deseription of it, and prints
it in a bhook and sends i1t to a bookseller’s to be published iIn
this country., I am of the opinion that it 18 not at all necessary
to establish the fact that one volume of that book has been sold,
for I think that as soon as an inventor informs the public of
what lis invention consists, and prints it in a book which he
sends to o publisher to sell, from the moment that the book is
exposed for sale in the bookseller’s shop, there becomes, 1n point
of Inw, a complete publication of the invention.” DBut this must
not be taken to mean that where only one volume 1s sent to a
bookseller and exposed for sale by him, that a publication has
taken place. ¢ Suppose the bookseller had put one volume in
his shop window as exposed for sale for one day, and the next
day, by direction of the author, destroyed all the volumes, that
would not do, and I do not think that Lord Romilly intended
that 1t would™ (per Jessol, M.R., In Dimpton v. Malcolmson
(1876) 3 C. D. at p. 562). Lord Romilly’s observations are to
be read in this sense : ** that, if a man publishes a book—that is,
a large number of copies—and sends them to booksellers for sale,
and they are, for a reasonable time, exposed in the window, so
that you may infer the people have known and seen them, and
may reasonably so mfer, though you do not prove one has been
sold—1if the other side cannot prove tnat one has not been sold,
you may reasonably infer that some of those books have been
sold”” (per Jessel, M., in Plimpton v. Maleolmson, supra).

Orrician Docvments.—~Where the description of an invention
1s contained in a document the contents of which are disclosed
to public ofticers, who cannot keep it secret without a breach
of duty, the document is public property from the time the
public officers know of it (Patterson v. Gas Light Co. (1877
8 A. C. 239).
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The Prior Description.—A prior publication will not invalidate
u patent unless it has imparted such information as will enable
anyone working upon it to reckon with confidence on the result
(see per Lord Chelmsford in Betts v. Neilson (1868) 8 Ch. at p.
435, and per Liord Calonsay (1871) L. R. 5 H. L. at p. 24). Putting
» man on the rond to a place is not the same thing as tuking
him there (see per Lord Westbury in I1ill v. Iovrans (1862) 4 De G.
I'. & J. at pp. 801, 302)., *““The description in the book must
be equivalent to n specification’’ (per Jessel, M.R., in Plimpton v.
Malcolmson (1876) 8 G, D. at p. 568; but see insi).

Hence, a mere suggestion 1s not suflicient. All patents,
ulmost, are suggested by something, It very seldom comes into
the head of any man to do a thing without something or other
suggesting the iden to him to do it (see per Lord Coleridge, C.J.,
in American Braided Co. v. Thomson (1888) 5 R, P. C. at p. 120.)
The antecedent statement must he such that & person of ordinary
knowledge of the subject would at once perceive, understand, and
be able practically to apply the discovery without the necessity
of making further experiments and gaining further information
before the invention can be made useful. If something remains
to be ascertained which 18 necessary for the useful application
of the discovery, that affords sufticient room for another valid
patent (per Lord Westbury in 1ill v. Frans (1862) 4 De G. . & J.
at . 300; and see Defries v, Sherwood (1897) 14 R. P. C. at pp.
318, 819 ; Thomson v. Batty (1889) 6 R. P. C. at pp. 98, 99;
Lhelich v, Ihlee (1888) 5 R. P. C. at p. 450; Shrewshwry v.
Stercke (180¢) 18 R, P. C. at p. §8; Cassell Gold Co. v. Cyanide
Syndicate (1895) 12 R. P. C. at p. 250).

But the deseription contammed in the prior document need not
be sufticient to enable any workman of ordinary skill to carry out
the mvention subsequently patented. There is not the same
necessity for accurate description of how an invention shall be
carried into effect, for the purpose of anticipating an invention,
s there 1s for the purpose of sustaining a patent in the hands of
v patentee (per Grove, J., in Dhilpott v, Hanbury (1885) 2 R. P. C.
wt p. 43). The sufliciency or insufliciency of a specification for
the guidance of a workman of ordinary skill does not afford u
cruclal test of prior publication. A patentee’s specification may
be insuflicient in this respect, and yet be suflicient to convey to
men of science and employers of labowr information which will
enable them, without any exercise of inventive ingenuity, to
understand his invention, and to give a workman the specific
divections which he failed to communicate. In this case his
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invention is published as completely as if his deseription had
been intellizible to a workman of ordinary skill (see per
Lord Watson in King v. Anglo-American Bruslh Corpn. (1892)
0 R. . C. at p. 820; and see Plulpott v. Hanbury, supra;
Sarage v. Harris (1896) 18 R. P. C. at pp. 368, 369).

A prior deseription of an invention which can be made out
only from a perusal of several documents, will not amount to a
publication of the invention at law (see per James, L.J., in Ton
Heyden v, Neustadt (1881) 50 L. J. Ch. at p. 128; Moseley v.
Vietoria Rubber Co. (1887) 4 R, P. Coat p. 252). “ It may be
that each one of the features of the patentee’'s construction and
arrangement ean bo picked out of prior specifications, but this is
not enough” (per Vaughan Williams, L.J., in Patent Iaoploitation
v. Stemens (1903) 20 1. P, C. at p. 237).

IpentIry 1IN Tervs.—Although two specifications may be
identical in terms it does not follow that one is necessarily an
anticipation of the other (sec per Lord Westbury in Detts v.
Menzies (1862) 10 11 L. G, at pp. 152, 1563.)  Identity of purpose
and not of name, is the criterion in judging of the similarity or
dissimilarity of inventions. ¢ T'his thing,” said Lord Cottenham,
L.C., in Re Cutler’s Patent (1839) 1 W, D’. C. at p. 427, “may be
called a pin, and may be correctly called a pin, and the other
no doubt may be called o pin, but it is not because they go by
the sane name they are to be considered as identical—they ave
not used for the same purpose in any one respect.”’

The Court ought not to be astute to defeat a useful and
practically suecessful invention by reason only of paper anticipa-
tions (per Cozens Hardy, L.J., in Patent Eaploitation v. Siemens
(1003) 20 I, P. C. at p. 242).  Nevertheless, if the invention has
been previously published, the Court has ne alternative.

Publication by Drawings.—An invention may be anticipated
by the publication of a drawing merely (sce IHerrburger v.
Squore (1889) 6 R. P Cooat p. 1985 and see Llectric Con-
struction Co, v, Imperial Tranaraps (1900) 17 R, P. C. at
P. 850). And a drawing will be an anticipation, it is sub-
mitted, if it convevs to liglly skilled persons information
which will enable them to construet, without the exercise
of inventive ingenuity, the invention subsequently patented
(see p. 11, supra).

Publication by Exhibition of Models,—T'he exhibition of a
model m public may be an anticipation of a patented invention
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(Winby v. Manchester Tranways (2) (1891) 8 R. . C. at pp. 66,
67 ; Flumpherson v. Syer (1887) 4 R. P. C. at p. 415; Lifeboat Co. v,
Chambers (1891) 8 IR, P. C. 418 ¢t. Ehrlich v. Ihlee (1888) &
R. P. C. at pp. 206, 207). But where the conditions of s. 39
of the Patents Act, 1883, are complied with, an unpatented
invention may be exhibited at industrial and international
exhibitions without prejudice to the validity of a patent for
the invention subscquently applied for. That scetion provides
that :—

The exhibition of an invention at an industrial or international
exhibition certified as such by the Board of T'rade, or the publieation of
any description of the invention during the period of the holding of the
exhibition, or the use of the invention for the purpose of the exhibition
in the place where the exhibition is held, or the use of the invention
during the period of the holding of the exhibition by any person else-
where, without the privity or consent of the inventor, shall not prejudice
the right of the inventor or his legal personal representative to apply for
and obtain provisional protection and a patent in respect of the invention
or the validity of any patent granted on the application, provided that
both the fullowing conditions arve complied with ; namely—

(«) The exhibitor must, before exhibiting the mmvention, give the

cotptroller the preseribed notice of his intention to do so: and

(4) The application for a patent must be made before or within six

months from the date of the opening of the exhibition.

And see 8. 8 of the Patents Act, 1886, wh-ch provides for the
extension of the section to exhibitions held out of the United
Kingdom.

Publication by Communications to Individuals.—An mven-
tion will be published if it is communteated to any member of
the publie who 1s under no obligation as to scereey (HHwmnpherson
v. Syer (1887) 4 . P. C. at pp. 418, 414, 4155 Westley v, Perlees
(1893) 10 1. P. C. at p. 198 ¢f HHeinrichs v. Bastendorfi (18938)
10 Iz, P. C. oat pp. 168, 164). DBut 1if the communication be
made to any person or number of persons under the bond or seal
of confidence, that communieation does not enure to the benetit
of the publie, and there is no publication (ILwmplierson v. Syer
(1887) 4 R. P. C. at p. 414; Mergan v Seaward (1837) 1
W. . Coat p. 195 Blank v. Footman (1888) § R, P. C. at
p. 656; Gudd v. Mayor of Manchester (1892) 9 R, P Co ot
p. 527). The test is—*Is it the fanr conclusion from the
evidence that some Inglish people, under no oblizution to
seereey arising  from confidence or good faith towards the
patentee, knew of the invention at the date when the plamtiff
took out his patent?” (per I'ry, L.J., i Hanpherson v. Syer
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(1887) 4 RR. P. C. at p. 414). If, however, the persons to whom
the invention is communicated in confidence should commit a
bhreach of that confidence and disclose the secret to others, a
publication will have taken place (Gadd v. Mayor of Manchester
(1892) 9 R. P. C. at pp. 259, 516; Blank v. Footman (1888)
5 R. P. C. at p. 6568 ; Humpherson v. Syer (1887) 4 R. P. C. at
p. 416); and it is no answer to prove that each of the others was
in hig turn pledeed lo secrecy (see per Kekewich, J., in Guadd v.
Mayor of Manchester (1892) 9 R, P. C. at p. 259).

Henee, if an invontor confidentially discloses his discovery to
workmen, or engineers, or chemists, or draftsmen (sce Gadd v.
Mayor of Manchester (1892) 9 R. P. C. at p. 527), or experts
(Blank v. Footman (1888) b IR, P. C. at p. 656), or to any other
persons, in order to obtain assistance or advice, there is no

publieation.
Prior User.

Prior User means User in Public.—*‘ When it 1s said that a
process has been disclosed or an invention has been disclosed by
means of user, it ir not necessary that such user should be a
user by the publie preper, provided only there is a user in publie,
that 1s to say, in such a way as contra-distinguished from a mere
oxperimental user with a view of patenting a thing which may or
may not be existing” (per Pollock, B., in Croysdale v. Fisher
(1884) 1 R. P. C. at p. 21). Prior user means, therefore, user
in public; not by the public (see per Lord Abinger, C.B., in
Carpenter v. Smith (1842) 1 W. P. C. at p, 548; Gill v. Coutts
(1896) 138 IR. P. C. at pp. 186, 137).

If an article has once been used in this country no patent can
be subsequently taken out in respect of 1t, even if the article was
manufactured abroad, or was manufactured here for the purpose
of exportation (see Curpenter v. Smith (1841) 1 W. P. C.at p.586).

How Prior User may be Established.—DPrior user may be
established by showing that the invention, or a material part of
it (see JLill v. Thompson (1818) 1 W. I’. C. at p. 249 ; Badhum v.
Bird (1888) 5 RR. P. C. 288), was, prior to the date of the patent:—

(@) Actually sold (Jeusen v. Smith (1885) 2 R. P. C. 249;
Hoe v. Foster (1899) 16 R, P. C. 83). The sale will be fatal
though the article was sold by the inventor himself (Zlve v.
Ifoster, supra, at p. 40; Wood v. Zimmer (1815) 1 Hols, at p. 60),
and to only one individual (Losh v. I{ague (1838) 1 W. P. C. at
p. 205 ; Morgan v, Seciweard (1837) 1 W. P. C. at p. 195), and there
was no demand or use for it by the public (Losh v. Ilugie, supra).



PRIOR USER. 15

(0) Offered or exposed for sale, though no sale was ever
eftected (Oxley v. Holden (1860) 8 C. B. (N. 8.) 666; Mullins
v. Hart (1852) 8 Car. & IL. 297).

(¢} Used in public in any manner (Young v. Rosenthal (1884)
1 R, P. C. at p. 82; Dewrance v, Fletcher (1899) 16 R. P. C. 150 ;
Brereton v. Richardson (1884) 1 R. P. C. 165; Gill v. Coutts
(1896) 13 IR. P. C. 125 ¢f. Morgun v. Seawward (1837) 1 W. P. C.
at p. 195), though by only one person (Stead v. 1Williams (1843)
2 W. P. C. at p. 136).

IxstanceEs oF Prior Uskr.~—In Carpenter v. Smith ((1542)
1 W, P. C. 540), the fact that a lock, for which A. had a patent,
had previously been used by an individual on a gate adjoin-
ing a public road, was held fatal to the validity of A.’s grant.
The deeision in this case was followed in Betts v. Neilson (1808)
3 Ch. at p. 436. In Stead v. Williams ((1843) 2 W. P. C. at
p. 186), it was proved that the porch of a private dwelling-
house had been paved with wood, prior to the date of a patent,
in a manner similar to that deseribed in the specification of the
patent. Cresswell, J., told the jury, that if they thought the
paving was substantially the same as that deseribed in the
specification, the patent would be bad. And see Stead v. Ander-
son (1846) 2 W, P. C. at p. 149, In Re Taylor's Patent ((1896)
13 R. P. C. at p. 487), a patent for fire-grates was revoked on the
ground that a similar grate had been used in a private house
before the date of the patent.

User which does not Affect Validity.—The novelty of an
ivention will not be affected by prior secret user (J1ill v. Thomp-
sen (1818) 1 W. P. C. at pp. 244, 245 ; Young v. Rosenthal (1884)
1 k. P. C. at p. 82; ¢, Hoe v. Foster (1899) 16 R. P. C. 83 ;
Dicl v. Tullis (1896) 18 RR. P. C. at p. 157) ; or confidential user
(Ilumpherson v. Syer (1887) 4 . P. C. at pp. 411, 413 ; Gadd v.
Mayor of Manchester (1892) 9 R. P. C. at p. 527 ; Tlicklepenny v.
Army and Navy Society (1888) 50 R. P. C. 405) ; or experimental
user (Jones v. DPearce (1832) 1 W, P, C. at p. 124; Cornish
v. veene (1835) 1 W. P. C. at p. 508 ; Re Newall & Ellintt (1858)
4 C. B. (N. 5.) 269; Walton v, Bateman (1842) 1 W. P, C.at p. 619 ;
Galloway v. Bleaden (1839) 1 W, P. C. at p. 523; Winhy v.
Manchester Tranuweays (1889) 6 R. P. C. 859; Lyon v. Goddard
(1893) 10 I3. . C. at p. 342 Llectrolytic Co. v. Hollund (1901)
18 R. P. C. 5215 of. Re Adamson’s Patent, 25 L. J. Ch. 4506 ;
lloe v. Foster (1899) 16 R. P. C. 83 ; Dick v. Tullis (1890)
13 R. P. C. at p. 157) ; or user for a different purpose (Muntz v.
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Ioster (1844) 2 W. P. C. at p. 108; Walton v. Dateman (1842)
1 W. P. C. at pp. 617, 618; cf. Lidison v. Woodhouse (1887)
4 R. P. C. at p. 107).

Effect of Discontinued User.—The fact that the user has
for a long period been discontinued makes no difterence (sec
Haggenmacher v, atson (1807) 14 R. P. C. at pp. 3638, 631 ;
King & Co. v. Aunglo-American  Brush  Corpn. (1889) 6
R. P. C. at pp. 424, 485).  *“ It may very well be that a patent,
otherwise good, will not be mmvalidated by the discovery after-
wards that the same mvention had been practised by, e.q., the
ancient Romans. But an invention practised within the memory
of living man, and by men still living, is scarcely in that
category”’ (per Lord Kyllachy in Dick v. Tullis (1896) 13
R. P. C. at p. 157).

Where, howcever, the user has been abandoned, the inference
is that the user was experimental only ([louschill v. Neilson
(1843) 1 W. P. C. at p. 718 ; Stead v. Williams (1848) 2 W, D, (.
at p. 185; Walton v. Bateman (1842) 1 W. P. C. at p. 619;
Kane v. Guest (1899) 16 R. P. C. at p. 1425 Morgan v. Windorer
(1888) 6 R. P. C. at pp. 302, 303). And a patent will not be
invalidated by prior user of an imperfeet or useless machine
(Jones v. Pearce (1832) 1 W, P. C., at p. 124 ; Murray v. Clayton
(1872) 7 Ch. ot p. 581 ; Lidison v. WWoudhouse (1887) 4 R. P. C.
at p. 91 ; Lyon v. Goddard (1893) 10 R. P. (.. 121, 334, (1894)
11 R, P. C. 3564 Gallwweay v, Bleaden (1839) 1 W. P. C. at
p. 5255 Moseley v. Vietoria Rubber Co. (1887) 4 L. P, C. 241),
unless, indeed, no further mmgenuity or invention was necessary to
achieve the successful result (see Kaye v. Chuablb (1888) 5 1. 1. C.
641, and the above cases).

User vapenr Provisionat, Prorecrron.—Where an invention
has been provisionally proteeted, the mnvention may, during
the period between the date of the application and the date
of sealing the patent, be used and published without prejudice
to the patent to be granted for the invention (s, 14 of the Patents
Act, 1883 ; see Lister v, Norton (1886) 8 It. P. C. 200).

Urinrry.

The Statute of Monopolies savs nothing  whatever about
utility, but utility has been grafted into it becanse of the words
““mischievous to the State ™ (see p. 1, supra); that 1s to say, 1t
has been found by experienee to be mischievous to the State to
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grant patents which are not useful as well as new (see per
Lindley, L.J., in Elias v. Grovesend (1890) 7 R. P. C. at p. 467 ;
per Vanghan Williams, L.J., in Ward v. Hill (1903) 20 R. P. C.
at p. 200). It is essential, therefore, to the validity of a patent
that the subject-matter should be useful; if anything claimed
turns out to be useless the patent will be bad (see p. 74, tnfiru).

The Amount of Utility need not be Great.—It 1s well
settled that the slightest amount of utility—not an infinitesimal
scintille, but a very slight amount—is suflicient to sustain
patent (see per Grove, J., in Philpott v. Hanbury (1885) 2 R. P. C.
at p. 87; and see Morgan v. Seaward (1836) 1 W, . C. a
p. 172; Plimpton v. Malcolmson (1876) 8 C. D. at p. 582:
DBadische v. Levinstein (1887) 4 R. P. C. at p. 162; Cole v. Saqin
(1888) 5 RR. P. C. at p. 495; Pirrie v. York Street Co. (1893) 10
R. P. C.at p. 39; (1894) 11 R. P. C. 429).

Meaning of Utility.—Utility is often a question of a degres,
and always has reference to some object. ¢ Useful for what?”
is & question which must be always asked, and the answer must
be, *“ Useful for the purposes indicated by the patentee™ (per
Lindley, L.J., in Lane-I'ox v. Kensington Ilectric Co. (1892) 9
R. P. C. at p. 417 ; and see Cornish v. Keene (1835) 1 W. P. C.
at p. 506 : Lasterbrook v. G. 1. R, (1885) 2 R. P. C. 201). The
test, in the language of Charles, J., is, “ Does the invention
really do, when put in practice by a competent man, what 1t
assumes to do 2"’ (IWilson v. Union Ol Mills (1892) 9 IR, P. C. at.
p. 70; and see Tolson v. Speight (1896) 13 I, P. C. at p. 722).

UTinLity DOES NoT MEAN ARSTRacT, CoMPARATIVE, or (ox-
PETITIVE UTtinrry.—Utllity does not mean abstract utility (see
per Grove, J., in Young v. Rosenthal (1884) 1 R. P. C., at
pp. 34, 35). Nor does it mean comparative or competitive
utility (per Buckley, J., in HWelshach Co. v. New Incandescent Co.
(1900) 17 1t. P. C. at p. 252).  An invention is not to be held
lacking in utility merely because 1t does not compare favourably
in some respect with other known machines (Faweett v. Homan
(1896) 13 Ii. P. C. at p. 405). An article which 1s good, though
not so good as that previously known, but which can be produced
more cheaply by another process, is useful, in that it 1s better in
point of cost, although not so good in point of quality (I elsbacl
Co. v. New Incandescent Co. (1900) 17 R. P. C. at p. 252 ; and
see Athkins v. Cuastner-Kellner Co. (1901) 18 R. P. C. at p. 295;
Ilias v. Grovesend (1890) 7 IR, P. C.at p. 461). And a machine

L.F. ¢



18 SUBJECT-MATTLER.

may be useful at law although it costs more to produce than the
one it competes with; it may satisfy the condition of utility
although it is so expensive as to be commercially useless (H'ilson
v. Union Oil AMills (1892) 9 R. P. C. at pp. 69, 70). It need not
be so useful as to exclude everything else of the same kind
(T'etley v. Ilaston (1852) Macr. P. C. at p. 63) ; an invention
may be useful although, owing to other circumstances, the public
will not make use of it ( per Lindley, Li.J., in Faweett v. Homan

(1896) 18 R. P. C. at p. 405).

INvenTIONS ARE UseErvn 1F THEY OFFER ADVANTAGES.—ADN
invention 1s useful for the purposes of the Patent Liaw when
the public are thercby enabled to do something which they
could not do hefore, or to do, In a more advantageous manner,
something which they could do before; or, to express it in
another way, an invention 1s patentable which ofters to the
public a useful choice (see per Buckley, J., mx Welshach Co, v.
New Incandescent Co. (1900) 17 R. P. C. at p. 262; and see
Ward v, Hill (1903) 20 R. P. C. at p. 199). To arrive at the
gsame result with less expense (Case v. Cressy (1900) 17 R. P. C,
at p. 262 ; Ilias v. Grovesend (1890) 7 R. P. C. at p. 461), or in
a more convenient or speedy manner (see per Mathew, L.J., in
Ward v. Hill (1903) 20 R. P. C. at p. 203), 15 sufticient to
establish the degree of utility which will support a patent.

CommERCIAL Prosperiry 1s No CrrrerioNn.—The element of
commercial pecuniary success has no relation to the question
of utility in Patent Law generally (Badische v. Levinstein (1887)
4 IR. P, C. at pp. 4062, 4606; dtkins v. Custner-Kellner Co.
(1901) 18 R. P. C. at p. 295; eof. Wilson v. Wilson (1903) 20
R. P. C. at p. 17). A great many very meritorious patents
would go to the wall if it were so (per Wills, J., in Sunliyht
Co. v. Incandescent Co, (1897) 14 R. P. C. at p. 775). The
one which to-day may be in large demand may to-morrow be
a drug 1in the market; and vice versd (see per Lord Herschell
m DBadische v. Lecinstein (1887) 4 R. P. C. at p. 466). DBut
where the invention relates to an improvement by reason of
cheaper production, the element of commercial prosperity is of
the very essence of the patent itself (see per Lord Halsbury in
Badische v. Levinstein, ibid,, at p. 4625 dtlins v. Castner-Kellner
('o. (1901) 18 R. . C. at p. 2906).

Evidence of Utility and Want of it.—A larce demand, on
the other hand, is strong evidence of utility (Cole v. Saqui (1888)
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5 R. P. C. at p. 495—this patent was held bad on appeal for want
of novelty ; Ehrlich v. Ihlee (1888) 5 RR. P. C. at p. 449 ; Adutomatic
Cover v. Stockford (1902) 19 IR, P. C. at p. 461; Cornish v. Keene
(1835) 1 W. P. C. at pp. 5006, 507 ; Jloss v. Malings (1886) 3
R. P. C.at p. 378). DBut such evidence is by no means conclu.
sive. In IWilson v. Milson ((1903) 20 R. P. C. 1) it was proved
(see note 1 the veport on p. 8) that the plaintiff company
had sold over eighteen millions of their patented articles, but
the House of Lords, nevertheless, held that the patent was
lacking in utility.

And better evidence of the utility of an invention ecannot
possibly be had than the fact that the person alleging non-utility
has attempted to infringe the patent (see per Kay, J., in Lurasv.
Miller (1885) 2 R. P. C. at p. 160) or has thought sufliciently
well of the invention to adopt a great deal of 1t (see per Vaunghan
Williams, L.J., in Ward v. ILill 1903) 20 R. . C. at p. 200).
‘““It scarcely lies in the mouth of the defendant, i1f he has
infringed, to deny the validity of that whieh he has taken
the trouble to borrow’ (per Bowen, L.J., m J1iller v. Scarle
Barker (1893) 10 R. P. C. at p. 111).

It is prima fucie evidence of want of utility if the patented
article has never been put into practice (see per Jessel, M.R., in
Otto v. Linford (1882) 46 L. T'. at p. 41; Hinks v. Safety Co.
(1876) 4 C. D. at p. 616). DBut an invention may be useful
although, owing to other circumstances, the public will not use
it (see per Lindley, L.J., in Faweett v. Floman (1896) 13 R, P. C. at

p. 405). ““ A patent is not to be defeated simply because . . . In
consequence of subsequent improvements, no article was in fact
made in accordance with the specification” ( per Cotton, L.J., in
Edison v. Holland (1889) 6 R. P. C. at p. 277 ; and see Otin v.
Linford (1882) 46 L. T. at p. 41; DBadische v. Levinstetn (1887)
4 R.P. C.at p. 466). * Nor is it a falal objection to a patentee’s
claim that one part (of the invention) has 1n practice not been
found to be so useful as the others, so that 1t has dropped out of
commercial use ” ( per Kekewieh, J., in Lhrlich v. Ihlee (1888) 5
R. P. C. at p. 203).

General Utility is Sufficient,—\here you have general utility,
that is, utility of the invention as a whole, you are not bound to
prove that each part is equally useful (per Kekewich, J., in
Ehrlich v. Ihlce (1888) 6 R. P. C. at p. 208 ; and see Juller v.
Scarle Barker (1893) 10 R. P. C. 106 ; Duliscle v. Levinstetn
(1887) 4 R. P. C. at p. 166).

o 9
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INVENTION.

The subject-matter of letters patent must not only be new and
useful, but it must have involved some ingenuity or invention
(see per Lindley, L.J., in Gadd v. Mayor of Manclester (1892) 9
R. P. C. at p. 524 ; Acetylene Co. v. United Alkali Co. (1903) 20
R. P. C. at p. 172). “A thing may be new, but unless i1t has
some invention it is not patentable” (per Lord Halsbury, L.C,,
in Rickmann v. Thicrry (1897) 14 R. P. C. at p. 114; and sec
Cole v. Saqui (1889) 6 R. . C. at p. 44).

Difference between Invention and Discovery.—An invention
is not the same thing as a discovery {per Lindley, L.J., in Lane-
I'ox v, KNensington Electrie Co. (1892) 9 R, P, C. at p. 116; and
see Case v. Cressy (1900) 17 R. . C. at p. 261). Discovery adds
to the amount of human knowledge, but 1t does so only by
lifting the veil and disclosing something which before had been
unseen or dimly seen. Invention also adds to human know-
ledece, but not merely by disclosing something. Invention
necessarily involves also the suggestion of an act to be done, and
it must be an act which results in a new product, or a new result,
or & new process, or & new combination for producing an old
product or an old result (per Buckley, d., in Reynolds v. Smitl
(1908) 20 R. I’. C. at p. 126 ; afhrmed 20 It, P. C. 410). When
Volta discovered the effect of an electric current from the
battery on a frog’s leg he made a great discovery, but no patent-
able invention (per Lindley, L.J., in Lane-I'ox v. Kensington
Flectric Co. (1892) 9 IR, P. C. at p. 416).

It is often extremely difticult to draw the line between patent-
able inventions and non-patentable discoveries. ‘“On the one
hand, the discovery that a known thing—such, for example, as a
Plant¢ battery—can be used for a useful purpose for which it
has never been used before, 1s not alone a patentable invention;
but, on the other hand, the discovery how to use such a thing
for such a purpose will be a patentable invention if there is
novelty in the mode of using it as distinguished from novelty of
purpose, or if any new modification of the thing, or any new
appliance is necessary for using it for its new purpose, and if
such mode of user, or modification, or appliance involves any
appreciable merit’’ (per Lindley, L.J., in Lane-I'ox v. Kensing-
ton Ilectrie Co., supra ; and see p. 24, infra).

Invention is a Question of Fact.—The question, whether
there is ingenuity in the matter of a patent is a question of fact;
it depends on a true view of all the circumstances in the
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particular case, and 1t cannot be govermed in any case by a
finding of fact, on a totally different invention, by any other
tribunal (see per Bowen, L.J., in Lyon v. Goddard (1893) 10
R. P. C. at pp. 845, 346: Riekmann v. Thierry (1897) 14 R. P. C.
at p. 115). “Of all the questions which ever arise in Patent
Law, the most diflicult is to say where there is not sufficient
invention to support a patent ”’ (per Lindley, M.R., in Dredge v.
Parnell (1898) 15 R. . C. at p. 88).

Amount of Invention need not be Large.—It is well settled
law that the amount of invention necessary to support a patent
need not he great (see Crane v. Price (1842) 1 W. P. C. at
pp. 410, 411). Mere simplicity will not prevent there being
ivention ” (per Lord Halsbury, L.C., in Rickmann v. Thierry
(1897) 14 It, . C. at p. 115). If an appavatus be valuable by
reason of its simplieity, there is danger of being misled by that
very smplicity into the belief that no invention was needed to
produce it. But experience has shown that not a few inven-
tions, some of which have revolutionised the industries of this
country, have been of so simple a character that when once they
were made known 1t was difticult to understand how the idea
had been so long in presenting itself, or not to believe that they
must have been obvious to everyone (per Lord Herschell in
Viekers vo Siddell (1890) 7 R. P. C. at pp. 304, 305). When
once the patentee has found out the invention, all mechanicians
can say at once: ‘‘ Dear me, what a simple thing; it did not
require any invention for him to do it.” But the answer to
that 1s, and must always be, this—‘ The thing was wanted ;
there was a thing whieh would not do what was wanted; by
finding out some small addition I have found out the thing
which would do™ (per Liovd Iisher, M.R., in Lyon v. Goddard
(1893) 10 R. P. C. at p. 343). ““ It 1s always easy to say a thing
1s obvious when 1t has been pointed out” (per Lord IHerschell
i Longbottom v. Shaw (1891) 8 . P, C. at p. 337 ; and see
Lilcetrolytie Coo ve Eeans (1900) 17 R, P, Coat p. 7415 Hinks v.
Safety Co. (18706) 4 C. D. at pp. 615, 616; Thomson v. Admerican
Braided Co, (1889) 6 Ik, . C. 518).

bBut a mere scintilla of invention 1s not enough to justify a
monopoly (Carter v. Leyson (1902) 19 R. P. C. at p. 478 ; Dearis
v. Rylands (1900) 17 In. P. C. 704 ; ¢f. Parker v, Satchaeell (1901)
18 . P. C. at p. 308).

Tests of Invention.—The test of mvention as applied by
Lord Chelmsford (Penn v. Bibby (1866) 2 Ch. at p. 130)
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in a case of analogous user is: ‘‘ Whether the new application
lies so much ont of the track of the former use, as not naturally
to suggest itself to a person turning his mind to the subject, but
to require some application of thought and study’ ; and see
LIllias v. Grovesend (1890) 7 RR. . C. at p. 461,

““The way to ascortair. whether a novel and useful improve-
ment in machinery required invention in the true sense is to
consider how matters stood first before the 1mmprovement was
discovered’’ (per Romer, LJ., in Laylor v. dnnand (1900) 17
R. P. C. at p. 187) in order to see what were the exigencies
sought to be supplied by the new article (see per Lord Ials-
bury, L.C., in Laylor v. Annand (1901) 18 . P. C. at p. 62).
1f, having regard to what was known, no further invention was
necessary—1f the improvement was so obvious to persons of
ordinary intelligence and acquaintance with the subject-matter
as to present no difliculties—the patent cannot be sustained
(C'ooper v, Daedeler (1900) 17 IR, P, C. at p. 213 ; Gadd v. Mayor
of Manchester (1892) 9 R. P. C. at p. 524; Stohwasser v.
Humphoreys (1901) 18 R, P. C. at p. 1245 Jillicms v, Nye (1887)
7T R. P. C. 62).

The labour of thought, or experiments, and the expenditure
of money, are not the essential grounds of consideration on which
the question, whether the invention is or is not the subject of a
patent, ought to depend. If the invention be new and useful to
the publie, 1t 1s not material whether it be the vesult of long
experiments and profound research, or whether of some sudden
and lucky thought, or mere aceidental discovery (per Tindal, C.J.,
m Crane v, Price (1842) 1 W, P, C. at p. 411; and see Liardet
v. Jolmson (1778) 1 W, P C.at p. 54). “ An invention which
comes to a man by a happy tlash of inspiration or without
any prolonged experimont or thought may be as good a subject-
matter of a palent as one which has only been arrived at after
long and diiticult experiments’ (per Lord Herschell, in Lony-
bottom v. Shaw (1891) 8 R, P. C. at p. 837).

An mvention need not be important and necessary for the
public good (sec per Lord Herschell in Zhomson v. dmerican
DBraided Co. (1889) 6 I, I'. C. at p. 528 ; and see per Grove, J.,
i Younyg v, Rosenthal « Co. (1884) 1 I, P. C. at pp. 84, 85).

Evidence of Invention.—The fact that the patented article
1s very useful (Zaylor v. dlnnand (1901) 18 R. P. C. at p. 63;
Ilias v. Grovesend (1890) 7 R. . C. at p. 461; Duckett v.
Whitehead (1895) 12 IR, P. C. 8706), or that it supplies a long-
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felt want (Drooks v. Lamplugh (1898) 15 R. P. C. at p. 48;
Fioliel v Thice (1888) 5 R, P. C. at p. 4565 Taylor v. Annand
(1901) 18 RR. P. C. at p. 63 White v. Dertrams (1897) 14 R. P. C.
ab pp. 512, 746), or that it has been in great demand (Long-
bottom v, Shaw (1891) 8 . . C.at p. 886 ; Thomson v. Amerizan
Draided Co. (1889) 6 1. P. C. at pp. 527, 528; Parker v.
Satelaeell (1901) 18 IR, P. C. at p. 808), is evidence of invention.

But such evidence is by no means conclusive; if the result
wag obvious the patent cannot be sustained. As to utility, see
Wiliams vo Nye (1890) 7 R, P. C. at pp. 66, 67; Morgan v.
Windover (1890) 7 . P. C. at p. 186 ; Stolucasser v, ITumplireys
(1901) 18 L. P. (. at p. 124: Dearis vo Rylands (1900) 17
R.P.CoT04. As to a felt want, see Cooper v. Baedeker (1900)
17 R P Co2095 ood v, Raphael 1897) 14 IR, P. C. at p. 500 ;
Crosnell v. Dishop (1888) 5 R, P. C. at p. 158, And as to a
large demand, see Lenghottom v, Shaie (1891) 8 1. P, C. at
e 8365 Carter v, Leyson (1902) 19 R, P, C. at p. 477, 178;
Savage v Harrts (1806) 18 R, P. Coat p. 8745 Gasnell v, Bishop,
supra ; Dlaley v, Latham (1880 6 R, P, C. at p. 1875 Stolueasser
v. Humploreys (1901) 18 It P, Cloat p. 124,

There is no Invention in the Mere Application of Old
Things to Analogous Subjects.—There i1s no suilictent mvention
i mercdy applying a well-known thing, m a manner or to a
purpose which is analogous to the manner or to the purpose
in or to which it has been previously applied (see per Lord
Westbury in Harwood v. G, N. R. (1865) 11 H. L. C. at pp. 682,
683 ; per Lovd Davey in Rickmann v. Lhierry (1897) 14 R, P. C.
at p. 121 Flias v. Grovesend (1890) 7 R, . C. at p. 468 :
Deavis v. Lylands (1900) 17 R, P. C. at p. 98). <1t would be a
very extraordinary thing to say, that because all mankind have
been accustomed to eat soup with a spoon, that & man could take
out a patent because he says you might eat peas with a spoon ™
(per Lord Abinwer in Losh v, Hague (1838) 1 W, P. C. at p. 208).

ExavrLes.—I'or instance, there is no such invention as will
support o patent in applving a fish-plate, previously i use for
the purpose of supporting timbers placed vertically upon one
another, to the rails of ratlways (HHarwood v, G N 1L, supra), or
in applying a tloor-plate, previously used for giving rigidity to
other machines, to a lace machine (Cropper v. Suutl (1881) 1
R. P. C. 81), or in applying a tap, which has been previously
used to intercept or permit the tow of water, to o bottle to
intercept or permit the flow of wine (Hazlelurst v Rylands
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(1892) 9 R. P. C. at p. 8), or in applying io a window, for the
purpose of expelling air or diminishing light, a screen which has
heen previously used for other purposes, ¢.g., to diminish heat
from a fire-grate (Sharp v. Brauer (1886) 8 R. P. C. 193), or in
applying springs, whichh have been previously used at the back
of a carringe, to the front (Morgun v. Windover (1890) 7 IR, P. C.
at p. 184), or in applying a locking bolt, previously used for
locking a Dbicycle when ridden, to a bicycle when it 15 at rest
(Singer v. Rudge (1894) 11 R, . C. at pp. 466, 467), or in
applying a groyne, previously used for land purposes, to sea
purposes (Case v. Cressy (1901) 18 R. . C. at p. 422), or m
applying a plate, previously used on the toe of a hoot, to the
heel of a boot (Dlakey v. Latham (1889) 6 R. P. C. 184). Ior
other examples of patents held bad on this ground, see Rouse's
Patents v Braby (1894) 11 R. P. C. at p. 216 ; Nieoll v. Swears
(1898) 10 IR. P. C. 240; .Albo-Carbon Co. v. Kidd (1887) 4
3. P. C. 585 ; Dredye v, Parnell (1899) 16 R. P. C. 625 ; Glorer
v. dmerican Steel Co. (1902) 19 R. . C. 108.

Iixcerrion.—If, however, the new application lies so much
out of the track of the former use as not naturally to suggest
itself to a person turning his mind to the subject, but to require
some application of thought and study, it may form the subject
of a valid patent (see per Liord Chelmsford, L.C., in Pean v, Bibly
(1866) 2 Ch. at p. 186; and see Dirrvie v. York Street Co. (18944)
11 R P Cooat p. 4825 Gadd v. Mayor of Manchester (1892)
O R, P.Coat p. 524 ; Birooks v, Lamplugl (1898) 15 1. P, C.
at p. 48; Thomson v. dwmerican BDraided Co. (1889) 6 1R, P, C,
5185 Morgan v. Windorer (1890) 7 I8, P. C, at p. 186 ; Llias v.
Grovesend (1890) 7 R, D, C. at p. -169).

Other Cases of no Invention.—A more skilled application
of well-understood tools and well-understood processes is not
patentable (per Liord lHalsbury, L.C., in Dredye vo Pariuell (1894)
16 1k, P, C. 625).

There 1s no invention in proposing to do at twenty places
something which has been done at one (see per IFarwell, J.,
Rucker v. London Llectrie Corpu, (1900) 17 R, P. C. at p. 295).

Nor, In most instances, is there any invention n merely
altermg the shape of a known thing (eyes vo Hallmark (1892)
O R P Co25), or changing the size of a part of a combination
(lidison v, WWoodhouse (1887) -4 L. . C. at p. 92), or varying
known proportions (see Sarage v. Harris (1896) 18 R, P, C. at
pp. 307, 368) ; but see p. 2, supira,
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Ox OBTAaINING THE (GRANT.

THE APPLICANT—THE TRUL AND FIRST INVENTOR-TITE APPLICA.
TION=THE SPECIFICATIONS — REFUSAL BY COMPTROLLER TO
PROCEED=-=ACCEPTANCE OF THE SPECIFICATIONNS,

THE APPLICANT.

Individuals.-—Any person, whether a British subject or not,
may make an application for a patent (s. 4 (1) of the Patents
Aet, 1883) ; and two or more persons mayv make a joint applica-
tion for a patent, and a patent mayv be granted to them jointly
(8. -1 (2), thid.). But the applicant, or one of the applicants, must
be the true and first inventor (see p. 26, tnfra).

Letters patent may be granted to infants (Chearvin v. Walker
(A877) 5 C. D. 850 und see s. 99 of the Patents Act, 1883), aliens
(8. -4 (1), thid,; Re Wirtl's Patent (1879) 12 C. D. 303), lunatics
(see s. 99, ihid), and married women (see Married Women’s
Property Act, 1882).  Whether a beneficed clergyman ean become
a patentee is not, having regard to the prohibition from trading
contained in s. 29 of the Pluralities Aet, 1838 (1 & 2 Viet. e. 106),
altovether clear.

Corporations.— The term “person’ in the Act of 1853 includes
a corporation (s. 117 of the Patents Act, 1883). Dut a corpora-
tion eannot, it is submitted, be a sole patentee except 1 respect
of an invention communicated from abroad (sece Ile Socicté
duonyme (1895) 18 R. P. C. 54), or under the International
and Colonial Arrangements (see p. 227, tfra ; *“ Instructions to
Applicants for Patents,” issued by the Patent Oflice); for, having
no mind, it eannot be an ‘““inventor.”” DBut o corporation may
apply for and be granted a patent jointly with the mventor (s. 5
of the Patents Act, 1885).

Legal Representatives.—I1f an applicant dies hefore the patent
is sealed, the patent may be granted to his legal representative,
and sealed at any time within twelve monthsafter the applicant’s
death (s. 12 (8) of the Patents Aect, 1883). And if a person
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possessed of an invention dies without applying for a patent,
upplication may be made by, and a patent for the invention
aranted to, hig legal representative (s. 8- (1), ihid.). Iivery such
application must be made within six months of the death of the
deceased, and must contain a declaration by the legal representa-
tive thut he believes such person to be true and first mventor of
the invention (s. 34 (2), ihid.).

Servants.—The mere oxistence of o contract of service does
not per se disqualify o sorvant from taking out a patent for an
mvention made by him during his term of service, even though
the invention may relato to subject-matter germane toand useful
for his employer in his business, and even though the servant
may have made use of his employer’s time, and servants, and
materials in bringing his invention to completion, and may have
allowed his employer {o use the invention while in his employ-
ment (see per Dyrne, J., in Northington v. dMoore (1903) 20
R. P. C.at p. 485 Heald’s Applications (1891) 8 IR, . C. at
p. 430; and see p. A1, infra).  DBut the relations of servant and
cmployer may be of such a close and confidentinl characier
that the servant will not be allowed to hold a patent, taken out
by him during his term of service, as against his employer
(Worthington v. Moore, supru).

Officials.—DPersons oceupying ofticial positions are, in some
circumstances, meompetent to obtain valid letters patent for
inventions, the knowledue of which they acquired in the course
of discharging their ofticial duties (see Datterson v. Gus Light (o,
(1877) 3 A. C. 239).

Firms.—A\ firm, as such, cannot apply for a patent, but a joint
application may be made by all the individual members of the
firm,

The True and First Inventor.

By virtue of s. 6 of the Statute of Monopolies (see p. 1, supra),
every patent must be granted to the “true and first inventor.”
A valid patent may, however, be granted {o several persons jointly
somo or one only of whom are or is the true and first inventors
or inventor (s. 5 of the Latents Aet, 1885) ; and, as has alveady
been stoated (seo p. 25, supra), provision is made for the granting
of o patent to the legal representatives of the true and first
inventor. If the patentee was not the true and first inventor,
the Crown has been deceived in its grant and the patent is void

(Minter v. Wells (183:41) 1 W, . C, at p. 129).
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The First Inventor means the First Publisher.—The first
inventor means, in patent law, not the first discoverer, but the
first publisher (Dollond’s Patent, 1 W. 1. C. 43). Hence if A.
makes an invention, but never discloses it to the publie, and B.
subsequently makes the same invention, and takes out a patent
for it, B. will be the true and fivst inventor (Cornish v. Keene
(1835) 1 W, P. C. at p. 508; Plimpton v, Maleolmson (1870)
3 C. D. at p. 556). And as between several persons who
simultaneously make the same invention, the one who first
applies for a patent 1s the true and first mventor (Cornish v.
Keene, supra ; Plhmpton vo Malcolmson, supra; o parte Henry,
(1872) 8 Ch. 167).

Whether Master or Servant is the True Inventor.—Where o
servant makes an invention, the servant, and not the employer,
15 the mventor, even though the invention is made in the
omployer’s time, and with the use of the cmployer’s materials,
and at the employer’s expense (Horthington v, Moore (1903) 20
R, PoCoat p. A8y IHedd's Applications (1891) 8 R, P. C. at
p. 430), and at the employer's express request (Re Marshall's
Datent (19003 17 R, . C. 553).

But an inventor may, and very often does, avail himself of the
assistunce of a workman or skilled person in ecarrving out his
imvention. In this case, the invention remains the property
of the emplover; and if the person empioyed makes o discovery
aceessory to the main prineiple of the invention, and tending to
carry it out in a better wayv, the discovery is the property of the
emmplover, and may be embodied in Ius patent (see Allen v,
Rawson (1845) 1 C. B. at p. 5673 Re David (1886) 2 Griff. P. C.
20 Minter v, UWells (1831) 1 W, 1. C. at p. 132).  See, further,
p. 41, inrra.

It is, however, difticult to deline how far the suggestions of
n workman employed in the construction of a machine are
to be considered as distinet inventions by hiam, so as to avoid n
patent incorporating them taken out by his employer. Iach
case depends upon ils own merits (see per Tindal, C.J,, In
Allen v. Rawson, supra, at p. 574). Where Ii. had an iden
which he communieated to 1., and T. mentioned it to 1., and
H. made a sketch of the proposed machine, it was held that I,
was not the true and first inventor (Llius v. Grovesend (1890)
TR P CL455).

Importers.—It is well settled that an importer of an invention
new within the realm is a true and first inventor. ““If the
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invention be new in England a patent may be granted though
the thing was practised beyond sea before; for the statute
speaks of new manufactures within the realm ; so that if they
be new here, it is within the statute; for the Act intended to
encourage new devices useful to the kingdom, and whether
learned by travel or by study 1t is the same thing” (agreed by
Holt and Pollexien in Kidgebury v. Stephens, 1 W. P. C. at p. 85 ;
Stead v. Anderson (1849) 2 W, P, C. at p. 149; Lidmund’s
Patent (1886) Gurift, P. C. at p. 283 ; Moser v. Marsden (1893) 10
It. P. C. at p. 859).

Communications from Abroad.—An invention communicated
from abroad is patentable— on the ground of being an importa-
tion—and the person to whom the invention i1s communicated is
considercd the true and first mmventor (see Pillington v. Yealley
Co. (1901) 18 RR. . C. at p. 461).  The applicant may limself
improve on the invention communteated, and the specification
need not show on its face that any improvement lits Leen made
(Moser v. Marsden (1893) 10 18, P, C. at p. 359).

1t was held m 1irth’s Patent (12 C. D, 803) that a {oreigner
resident abroad could obtain letters patent for an invention com-
municated to him by another foreigner also resident abroad. But
the applicant must, now, be resident in England. He may,
however, be merely an agent or trustee for the foreign invention
(Deard v. Fgerton (1846) 8 C. B. 97).

The commmunication must come from abroad. A communieca-
tion of an invention made in England by one British subject to
another does not make the person to whom the communieation
15 made the true and first inventor (Marsden v. Saville Strect Co.
(1878) 8 Iix. D. 208). Scotland, in this conneetion, is within the
realm (Dlompton v. Maleolmson (1876) 3 C. D.at p. 555; <. 16 of
the Patents Aet, 1883).  Bul persons receiving communications
from the Colonies, which are empowered to grant letters patent,
are true and first mventors (Rolls v. Isaucs (1878) 19 C. D. at
p. 275).

Whether the foreian mventor may himself come over o this
country and conmnunteate the invention 1s not allogether clear.
The question was raised, but not decided, in Pilliington v. Yealley
Co. (1401) 18 Li. . C. at p. 461,

TTHE APPLICATION.

Form of the Application.—A person desirous ot obialning
letters patent for an invention must leave at the Patent Oftice
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(25, Southampton Buildings, Chancery Lane, W.C.), or send to
that office by post, an application in the preseribed form (s. 5 (1)
of the Patents Act, 1883). The application must be accompanied
by either a provisional or complete specification (s. 5 (2), thid.) ;
see p. 55, nfra.

The application must eontain a declaration to the eftect that
the applicant is in possession of an invention whereof he, or in
the case of a joint application, one or more of the applicants,
claims or claim to be the true and first inventor or inventors
(s. & (2), thid.). Every application must be accompanied by a
statement of address to which all notices, requisitions, and com-
munications of every kind may be sent by the Comptroller, or by
the Board of Trade; and such statement is binding upon the
applicant until a substituted address for service is furnished by
him to the Comptroller. The Comptroller may, in any particular
case, require that the address for service be in the United
Kingdom or the Isle of Man (Patents Rules, 1003, Rule 7).

The Prescribed Forms.—The DPatents Rules, 1903, contain
three forms of application:—(1) A form for inventions discovered
within the realm (Form A)); (2) a form for mmventions com-
municated from abroad (IForm A. 1) ; and (3) a form for inven-
tions patentable under International and Colonial Arrangements
(I'orm A. 2).

Although the application and tlie various steps should be in
accordance with the preseribed forms, the statute will not fail in

its operation because a form has to be slightly modified (Re
Grenfell’'s Patent (1890) 7 R. P. C. at p. 152). |

The Specifications.—The application must be accompanied by
either (@) a provisional specification (see pp. 56 ¢t seq.), or () a
complete specification (see pp. 38 et seq.).

If a complete specilication is left in the first instance a
provisional specification 1s unnecessary. If a provistonal speeci-
fication only is left with the application, the applicant may, as
the law now stunds, leave his complete specification at any later
pertod within nine months from the date of the application
(8. 8 (1) of the Patents Aetl, 1883).

S. 1 (S) of the Patents Act, 1902, requires the complete
spectfication to be lodged within six months from the date of
application ; but tlius section is only to come into operation at
such date as the Board of Trade may by order direet, and applies
only to applications made after that date (s. 1 (2), ibid.). No
order has yvet been made by the Board.
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Unless the eomplete specifieation is left within the preseribed
time the application is deemed to bhe abandoned (s. S (2) of the
Putents Aet. 1883).  Dut abandonment does not prevent the
inventor making another apphication for the same mvention, even
though actunl user during the currency of the first provisional
protection is shown (Lister vo Norton (1856) 3 18 P, C. 199).

The Comptroller may extend the time for leaving the complete
specification for a period not exceeding one month (5. 3 of the
Patents Aet, 1885).  An application for extension of time should
he made on Form UL, and must state in detail m what cireum-
stances and upon what grounds the extension is applied for, and
the Comptroller may require the applicant to substantiate such
allegations by such proof as he may think necessary (Patents
Bules, 1903, hule 10).

Applications by Legal Representatives.— livery application
for & patent made by the leaal representative of a person dying
possessed of an imvention must be made within six months of
the death of the deccased, and must contain a declaration by the
legral representative that he believes the deceased to be the true
and first ventor (s. 84 (21 of the Patents Aect, 1883) : and the
probate of the deceased’s will) or the letters of administration
aranted of his estate and effeets, or an ofticial copy of such
probate or letters, must be produced at the Patent Oftice m proof
of the applicant’s title as legzal representative, and must be sup-
ported by such further evidence as the Comptroller mayv require
(Patents Rules, 1903, Rule 6). DBut such evidence may he
dispensed with in certain cases (see p. 81, intira).

Joint Applications.—'I'wo or more persons may make a joint
application for a patent, and a patent may be granted to them
jointly (s. 1 (2) of the Patents Act, 1883); but the true and first
iventor or inventors must join in the application (s. 5 of the
Patents Act, 1885 ; see, further, p. 20, supra).

Although each apphicant must sien the application, the Comp-
troller eannot refuse to accept o complete specification which is
not signed by all the applicants (Ile Grenrell's Datent (1889)
7T R.P.C. 151).

If jomnt applicants for a patent quarrvel, and then each delivers
a different spectfication, the Comptroller may refuse to accept the
spectlications (Lle A postolofi’s A pplication (1896) 13 R. I, C. 275).

Where disputes arose between joint applicants, and one
threatened to withdraw from the joint application, an injunc-
tion was granted to restrain him withdrawing or abandoning
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the application, or doing any act to prevent the issue of the
patent (Mool Syndicate v. Riches (1902) 19 R, P. C, 127).

Applications by Persons under Disability.—1f any person is,
by reason of infaney, lunaecy, or other inability, incapable of
making any declaration or doing anything vequired or permitted
by the Act or by any of the rules made under the authority of
the Acl, the guardian or commitice (if any) of such meapable
person, or, 1f there be none, any person appointed by any Court
or Judge possessing jurisdiction in respect of the property of
mcapable persons, upon the petition of any person on behalf of
stich meapable person, or of uny other person mterested 1in
making such declaration or doing such thing, may make such
declaration or a declaration as nearly corresponding thereto as
circumstances permit, and do such thing in the name and on
behalf of such incapable person, and all acts done by such sub-
stitute are, for the purposes of the Act, as eftectuul as if done by
the person for whom he 15 substituted (s. 99 of the Patents \et,
1883). And where, under the rules, any person is required to
do any act or thing, or to sign any document, or to make any
deelaration on behalf of himself or of any body corporate, or any
document or evidence is required to be produced to or left with
the Comptroller, or at the Patent Oflice, and 1t 1s shown to the
satisfaction of the Comptroller that from any reasonable cause
such person 1s unable to do such act or thing, or to sign such
document, or make such declarvation, or that such docwment or
evidence cannot be so produced or left, the Comptroller may, with
the sanction of the Board of Trade, and upon production of such
other evidence, and subject to such terms as they may think
fit, dispense with any such act or thing, document, declaration,
or evidence (Patents Nules, 1903, Rule 78).

Applications under International and Colonial Arrange-
ments.—aA\s to these, see p. 228, wnrra.

Mode of leaving Applications.—The application may be lcft
at the Patent Oftice by hand (see Patents Rules, 1903, Iiule 83,
or may be sent by a prepaid letter through the post. If sent
through the post the application is deemed to have been left at
the time when the letter containing the same would be delivered
m the ordinary course of post (Lule 80, ibid.). 1In proving
service by post, it is sullicient to prove that the letter was
properly addressed and put into the post (Liule 80, ibid.). The
handimg of a letter to a postman in the street to put into the
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post 1s not a posting of the letter (L2¢ London and Northern Bank
11900} 1 Ch. 220).

Applications for patents sent through the post are, so far as
is practicable, opened and numbered 1n the order in which the
letters containing the same are respectively delivered In the
ordinary course of post; and applications left by hand are in
like manner numbered in the order of their receipt at the Patent
Oftice (Patents Rules, 1908, Rule 8).

Applications must be for only One Invention.—No application
«an be for more than one invention (sec s. 83 of the Patents Act,
1883). DBut an applicant who includes in his specification by
mistake, madvertence, or otherwise, more than one invention,
may, with the consent of the Comptroller, at any time before the
date allowed for the acceptance of his complete specification (see
p. 80, infra), amend the same so as to apply for one invention
only, and may make application for each such invention aceord-
mgly. Every such application, if the applicant notifies his
desire to that effect to the Comptroller, bears the date of the first
application (Patents Rules, 1903, Rule 9). If the Comptroller
objects to an application on the ground that it includes more
than one mvention, the applicant may appeal to the Law Officer
(see LRobinson’s Putent, Grifl, P. C. 267). If a patent for more
than one mvention i1s granted, no person, in any action or pro-

ceeding, can take any objection to the patent on that ground
(6. 83 of the Patent Act, 1883).

Correction of Clerical Errors.—The Comptroller may, on
request m writing accompanied by the preseribed fee, correct any
clerical crror in or in connection with an applieation for a patent
(s. 91 of the Patents Act, 1883).

Employment of Patent Agents.—Although many inventors do,
and are competent to, draft their own specifieations, the employ-
ment of a4 qualified patent agent or a solieitor is, in the majority
of cases, essential or prudent (sce, further, p. 230, infira).

Foramination of Application and Specifications.

Reference to an Examiner.—Ivery application 1s referred by
the Comptroller to an Exauminer, who ascertains and reports to
the Comptroller whether—

(1) The nature of the Invention has been fairly deseribed;
and
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(2) The application, specification, and drawings (if any) have
been prepared in the prescribed manner; and

(8) The title suffictently indicates the subject-matter of the
invention (s. 6 of the Patents Act, 1883).

Where a complete specification is left afier a provisional
specification, the Iixaminer has further to ascertain whether—

(4) The complete specification has been prepared in the
presceribed manner (see p. 54, infra); and

(5) The mvention described in the complete specification is
substantially the same as that which 1s deseribed in the pro-
visional specification (s. 9 (1) of the Patents Act, 1883).

The IExaminer’s report is not in any ease published or open to.
publie mnspection, and 1t 1s not hable to production or imspection
in any legal proceeding, unless the Court or officer having power
to order discovery in such legal proceeding certifies that pro-
duction or inspection 1s desirable i the interests of justice, and

ought to be allowed (s. 9 (5), tbid., as amended by s. 8 of the
Patents Act, 1888).

Refusal by Comptroller to Proceed.—1f the Examiner reports
unfavourably as to (1), (2), or (3), the Comptroller may refuse to
accept the application, or require that the application, specifica-
tion. or drawings be amended before he proceceds with the
application ; and in the lotter case the application, if the Comp-
troller so directs, bears date as from the timie when the require-
ment 1s complied with (8. 2 of the Patents Aet, 1888). And if
the Kxaminer reports unfavourably as to (4) or (5), the Comp-
troller muy refuse to accept the complete specilication until it
has been amended to his satisfuction (s. 9 (2) of the Patents Aet,
1883). From the decision of the Comptroller refusing to aceept
an application or requiring an amecndment (s. 2 ot the Patents
Act, 1888), or refusing to accept a complete specification (s. 9 (2)
of the Patents Act, 1888), an appeal lies to the Law Ofticer (see
P. 224, infra).

The Examiner's report does not fetter the judgment ot the
Comptroller, who may exercise his judgment independently (1ir
C.'s Application (1880) T R. P. €. 250).

The Comptroller may also refuse to accept an application for
a patent 1if 1t is not 1n respect of only one invention (see p. 82,
supra), or of a ““ manner of manufacture ™' within the Statute of
Monopolies (Ite Cooper’s Application (1902) 19 IR, P. C. 53; He
Jolmson's  Application (1902) 19 R, P. C. 565 Re Dridge's
Application (1901) 18 . P, C. 257). And he may refuse to grant

L.P. D
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a patent for an invention the use of which would, in his opinton,
be contrary to law or wmorality (s. 86 of the Palents Act, 1883).

Hearine Beronre rtne (oxprrouner.—Defore exercising any
discretionary power adversely to the applicant, the Comptroller
must give ten days’ notice, or such longer notice as he may
think fit, to the applicant of the time when he may be heard
personally or by his agent before the Comptroller (s. 94 of the
Patents Act, 1868 ; Patents Rules, 1903, Rule 28). Within five
days from the date when such notice would be delivered in the
ordinary course of post, or such longer time as the Cowmptroller
may appoint in such notice, the applicant must notify i writing
to tho Comptroller whether or not he intends to be heard (Rule
29, 1hid.).

Whether the applicant desires to be heard or not, the Comp-
troller may at any time require him to submit a4 statement in
writing within a time to be notitied by the Comptroller, or to
attend before him and make oral explanations with respeet to
such matiers as the Comptroller may require (Rule 80, ibid.).

The Comptroller’s decision in the exercise of any diseretionary
power Is to be notified to the applicant, and to any other person
who appears to him to be aflected thereby (Rule 81, ihi-l.),

Arrean to Liaw Orricer.—Where the Comptroller refuses to
accept an application, or requires an amendment, the applicant
may appeal from the decision to the Law Ofticer ¢s. 2 of the
Patents Act, 1888 ; s. 9 (2) of the Patents Act, 1883 ¢ see, as to the
procedure on such appeals, p. 224, infra).

Search as to Novelty,—At the present time, no search is
vequired to be made by the Comptroller as to the novelty of the
invention 1n respect of whieh application for a patent is made;
in fact, the Comptroller is precluded, by reason of the last five
words of s. 16 of the Act of 1888, from making any inguiry as to
novelty (Iie Cooper's Application (1902) 19 R, I, C. 53).

S. 1 or 1oE Act orF 1Y02.—DBut so soon as the DBoard of
Trade by ovder direet that s. 1 of the Patents Aect, 1902, is to
come Into operation (s. 1 (11)), the examiner will, where a com-
plete speetlication has been deposited, have to make a further
mvestigntion for the purpose of ascertaining * whether the
invention claimed has been wholly orin part claimed or deseribed
i any spectfication (other than a provisional specification not
followed by a complete speeitication) published before the date
of the npplication, and deposited pursuant to any application for
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@ patent made in the United Kingdom within fifty years next
before the date of the application™ (s.1(2)). Ifitappears that the
imvention has been wholly or in part elaimed or described in any
such speecification, the applieant will have to be informed thereof,
and will be at liberty, within such time as may be preseribed, to
amend his specitication, and the amended specification will have
to be mvestigated in like manner as the original specification
(s. 1 (2)). The Examiner will have to report to the Comptroller
the result of his investigations in such manner as the Board of
Trade may direct (s. 1 (8)). 1f the Comptroller is satistied that
no objection exists to the specitication on the above ground, he
will, In the absence of any other lawful ground of objection, have
to accept the spectlieation (s. 1(5)). If the Comptroller is not so
satisfied, he will, after hearing the applicant, and unless the
objection be removed by amending the specifieation to the satis-
faction of the Comptroller, have to determine whether a reference
to any, and, if so, what, prior specifications ought to be made in
the specification by way of notice to the public (s. 1 (61,

The investigations and reports vequired by the section will not
1 any way guarantee the validity of the patent, and no hability
will be Incurred by the Board of Trade or any otlicer thereof by
reason of, or in connection with, any such investigation or
report, or any proceeding consequent thereon (s. 1 (9)). The
Board of I'rade, with the sanction of the Treasury, will be at
liberty to prescribe an additional fee, not exceeding 1., in respect
of the investigation, which will be payable on the sealing of the
patent (s. 1 (10)). An appeal will lie from the decision of the
Comptroller to the Law Ofticer (s. 1 (7)).

Aeceptance ot the Specttications.

Time for Acceptance of Complete Specification.—Unless «
complete specitication 1s accepted within twelve months from the
date of application, the application (except in the case of an
appeal having been lodged agammst the refusal {o aceept) becomes
vold (s. 9 (4) of the Patents Aet, 1883). Dut the Cowmptroller
may, on payment of the prescribed fee, extend the time for
acceptance of the complete speeitication for a further perivd not
exceeding three months (s. 8 of the Patents Act, 1885). An
application for extension of time for accepting a complete specifi-
cation must be made on Form V., and must state 1n detall 1n
what cireumstances and upon what grounds the extension is
applied for, and the Comptiroller muay require prooi of the
allegations (Patents Rules, 1903, Rule 10).

D 2
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Notice and Advertisement of Acceptance.— On the acceptance
of a provisional or complete specification, the Comptroller must
vive notice of acceptance to the applicant, and must advertise
the nceeptance of the complete specification in the Official
Journal of the Patent Oflice (Rule 11, (bid. ; s. 10 of the Patents
Act, 1883).

Public Inspection of Application and Specifications.—U pon
the acceptance of the complete specification, the application and
specification or specifications, with the drawings, if any, may be
mspeeted at the Patent Office upon payment of the preseribed
fee (Nule 12, ibid. ; s. 10 of the Patents Act, 1883). Where an
application for a patent has been abandoned (see p. 80, supra,
or beeome void (see p. 85, infra), the speciiication or speciiica-
lions are not abt any time open to public nspection or published
(s. 4 of the Patents Act, 1885).

If the ecomplete specilication loft with a convention application
(see p. 228, infra) 1s not accepted within twelve months from
the date of the first foreien application, 1t 1s open to public
imspection at the expiration of that period (Rule 15, ihid.).

Rights of Inventor after Acceptance of Provisional Specifi-
cation.—\Where an application for provisional protection has
been accepted, the invention may, during the period between the
date of the application and the date of sealing the patent, be
used and published without prejudice to the patent to be
granted for the invention (s. 14 of the Putents Act, 1883 ; and
see . 16, supra).

Rights of Inventor after Acceptance of Complete Specifica-
tion.—After aceeptance of the complete specifieation, and until
the date of sealing the patent, or the expiration of the time for
sealing, the applicant has the like privileges and rights as if «
patent had been sealed on the date of the uceeptance of the com-
plete spectfication; but he cannot institute any proceeding for
mfringement until the patent has been granted (s. 15 of the
Patents Act, 1888).



CHAPTER 1l11.
Tue Graxtr.

SEALING OF THE PATENT——DATE, AREA AND DURATION OF THE
GRANT—MAINTENANCE OF THE PATENT—LOSS OF TIHE PATENT
—USH OF THE WORD = PATENTT AND OF THE ROYAL ARMS--
OPPOSITION T THE GRANT,

Sealing of the Patent.—Drovided therc is no opposition (seu
p. 40, infra), or, in the case of opposition, if the determination
1s 1n favour of the grant of a patent. the Comptroller eauses o
patent to be senled (3. 12 (1) of the Patents Aect, 1883). The
patent 1s sealed with the seal of the Patent Oftice, but it has the
same eflect as if it were senled with the (ireat Seal of the United
Kingdom (s. 2, ihid.).

The patent is to be sealed as soon as may be, and not after the
expiration of fifteen months from the date of application, except
where (1) the sealing is delayed by an appeal to the Law Ofticer,
or (2) the sealing is delayed by opposition to the grant, or (8) the
applicant dies before the expiration of the fifteen months, or (4)
the Comptroller has enlarged the time for leaving o specitication
(8. 12 (8), 1lnd. . s. 3 of the Act of 1885).

In the first two cases the patent is sealed at such time as the
Law Officer directs; in case (3) the patent may be granted to
the legal representative of the deceased and sealed at any time
within twelve months after the deceased’s death; i case (4) a
further extension of four months is allowed for sealine s, 12 ¢
of the Act of 1883 s. 3 of the Act of 1888).

If some delay is caused throngh opposition, but the applicant
neviects for an unreasonable time to comply with the requsition
of the Comptroller, the case will not be one of delay caused *“ by
opposition ”’ (Re .« B.s Application (1896) 13 1. P, C. 63).

Date of the Patent.—livery patent 1s dated and sealed as of
the day of the application (s. 13 of the Patents Aet, 1883); and
that date 18 conclusive (Aeetylene Co. ve United Alleali Co, (1903)
20 L. P. Co at p. 167). But no proceedings can he taken in
respect of an infringement committed before the publication ol
the complete specification (¢, 18, thidl.). A patent granted on «
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convention application (see p. 228, infra) i3 entered in the
Legister as dated of the date on which the first foreign applica-
tion was made (Patents IRRules, 1908, Rule 52).

In the case of more than one application for a patent for the
same invention, the sealing of a patent on one of those applica-
tions does not prevent the sealing of a palent on an earlier
application (s. 13 of tho Patents Act, 1888).

A patent granted to the true and first inventor 1s not invali-
dated by an application in fraud of him, or by provisional pro-
tection obtained thereom, or by any use or publication of the
imvention subsequently to the fraudulent application during the
poriod of provisional protection (s. 835, ihid.).

Area of the Grant.—The patont when sealed has effect
throughont the United Kingdom and the Isle of Man (s. 16 of
the Patents Act, 1883); the grant does not extend to the Channel
Islands,

Duration of the Grant.—The term limited for the duration of
cvery patent is fourteen years from ils date (s. 17 (1), ihid.).
The duration of a patent granted on a convention application
(see . 228, infra) 15 veekoned as from the date of the lirst
foreign application (Patents Rules, 1908, Rule 52). The term of
n patent may, in certain cases, be extended on petition to His
Majesty in Couneil (sec p. 137, infra).

Kvery patent, howevor, ceases if tho patentee fails to make the
preseribed payments within the presceribed times (. 17 (2) of the
'atenty Act, 1883), unless an extension of tnne 15 granted by the
Comptrolier (see tnfra).

Maintenance of the Patent.—If the patentec intends at the
expiration of the fourth year from the dite of his patent to Leep
thie patont on foot, he must, before the expiration of the feurth
and each succending year during the term of the patent, pay the
presevibed fee (Patents Rules, 1903, Rule 66 ; for fees payvable,
sp0 Do 234, iwra). The thue for payment of renewal fees i
respect of a patent granted on a convention application (see
P. 228, inrra) 1s reckoned as from the date of the first foreign
application (Rule 62, ilud.).

If the last day hixed for paying any feo falls on Christinas Day,
(rood I'riday, or on a Saturday or Junday, or a Bank loliday,
or any day observed as a day of puulic fust or thanksgiving, the
fee may be paid on the day next following such day, or days, if
two or more of them occur conseentively (s. 98 of the Patents
aet, 1888).
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On pavment of the proper fee, the Comptroller issues a
certificate that the fee has heen paid, und that by virtue of such
payment the rights of the patentee remain in force (Rule 68, ibid.).
Applieation for a renewal certificate should be on Form J. (Rule
60, ilid.,

If, 1 anv case, by accident, mistake. or inadvertence, a
patentee fuils to make any preseribed pavment within the pre-
seribed time, he may apply to the Comptroller for an enlargement
of thue for making the pavment s, 17 (3) of the Patents Aet,
1883).  Thereuponu the Comptroller must, if satistied that the
failure has arisen from any of the cnuses aboveanentioned, on
receipt of the preseribed fee for enlargement. not exceeding ten
pounds, enlarge the time for making the payment for a period not
axceceding three months <, 17 (b of the Patents Aet, 1883,

An apphieatton for an enlireement of time for payment should
be on Form K., and should state in detail the elrenmstalices in
which the patentee by acceident, nustake, or inadvertence has
failed to make the payment, and the Comprroller may vequire
the patentee to substantinte by such proof as he may thiuk
necessary the allegations contained in the application for
enlarcement (Rule 67, (hid.).

If any proceeding 1s taken in respect of an infrinsement of the
patent committed after a fatlure to make any payment within the
prescribed time, and before enlargement, the Cowrt may, if
1t thinks fit, refuse to award any damages in respect of the
imfringement (s. 17 ¢1) of the Patents Aet, 1883,

Loss of the Patent.—If o patent is lost or destroyed, or s
non-productton 1 aecounted for to the satisfaction of the Comp-
troller, the Comptroller may at any time eause o duplicate to be
sealed =0 37 of the Patents Aet, 1883).  An applieation for a
duplicate =hould be on Form N,

Use of the word * Patent,"—I{ any person represents that
any article sold by him is a patented article, when no patent has
heen granted for it, he is lable for every offence on summary
conviction to a fine not exceeding five pounds (5. 105 of the
Patents Aet, 1883).

A person 1s deemed to vepresent that an article is patented, if
he sells the article with the word *“ patent,” or ** patented.” or
any word or words expressing or iplying that a patent has been
obtained for the article stamped, engraved, ov impressed on, or
otherwise applied to, the artiele (s, 105 (2), ibid.).

1t 15 an offence to sell an article with *¢ Patent ” or * Patented ™
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applied to it if only provisional protection has been obtained
(1L v. Wallis (1886) 8 R, P, C. 1; I v. Crampton (1886) 3 1. P. C.
86T7). But it is no offence to use the words *“ Patent applied
for” (sec 1i. v. Wallis, supra, ut p. 8). And, by virtue of s. 15
of the Act of 1883, which gives to an applicant whose complete
specification 1s aceepted the saume rights as if the patent had
been sealed (see p. 86, supra), 1L 15 no offence to represvnt an
article as patented after the complete specilication hay been
nceepted, althoush no patent has been sealed (I, v, Townsend
(1596) 18 It P, C. 265). 1t 1s probably no offence to represent
wie articlo as patented where the patent has expired (sece
Clheacin vo Walleer (1877) 0 0. . H.’?O).

Use of the Royal Arms.—A person who, without the authority
of His Majesty, or any of the Royal Fanuly, or of any Govern.
ment Department, assumes or uses in connection with any trade,
business, calling, or profession, the Roval Arms, or arms so
nearly resembling the same as to deceive, in such manner as to
be ealeulated to lead others to believe that he 1s so authorised, 13
linble on sunvmary convicetion to a fine not exceeding twenty
pounds (see s. 106 of the Patents Act, 1883).

OPPOSITION TO THE GRANT.

Grounds of Opposition.—8. 11 (1) of the Patents Aet, 1585, as
atrended by s, b of the Patents Aet, 1888, provides * that any
person (see p.o oy et niay at any time within two months
from the date of the advertisement of the acceptance of 4 ¢Hm-
plete speeitication, give notice tsee p. al, infray at the Patent
Ottice of opposttion to the grant of the patent.”” on any of the
following vrounds, viz, @ —

1. That the applicant oltained the tweention trom the spponent,
or from d person of whom the oppopent 18 the legal representative,

The words *“obtained the invention’ mean **obtamed the
ivention which is pnrported to be patented 7' ¢ thev refer to the
identity of the mvention, and not the right of the person from
whom 1t was obtiuned to be regarded as the true and first
mventor (Ke Cheeaite’s dpplication (1892 9 R, P C 515). A
person uuy oppose on the first ground although he does not
himself intend to apply for a patent for the invention obtained
from b (KBe Theeaites Application, supra, at p. H16).

Having regard to the fact that by allowmge the Issue of
i patont the matter s not closed, but 1t 1s le