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PREFACE.

Wg have found by practical experience that the issue of a
rapid succession of 8. R. O.s, proclamations, and Royal Warrants
connected with patents and inventions, all arising directly out
of the war and peace legislation, has rendered it almost
impossible for a busy man to keep himself informed of the
actual position from day to day.

This book is an aticmpt to render assistance under three
gseparate heads, though we fear that the rapidly changing
practice may make amendments necessary almost immediately.

The first division of the book deals with the effect on enemy-
owned British Patents of such legislation, and includes the
vesting of these in the Custodian of Enemy Property, and
the subsequent revesting in their former owners. The second
deals with the procedure under Section 7 (3) of the 1919 Patent
Act, by which a prolongation of the monopoly period can be
obtained, where there has been loss occasioned to the Patentee
by reason of hostilities. The practice under this section has,
since the decision of the Court of Appeal in Dacridson’s Patents,
grievously disappointea many patentees of the class whom it
was drafted to assist, but there are still sufticient cases where
immediate relief can be obtained to justify the inclusion of
this section.

The third chapter of the book deals with inventors and the
Crown. Tt sets out the legul rights of the inventor, whether
service man, civilian, patentee, or voluntary helper, and also
indicates the circumstances in which an ex gratia application
for an award will be considered. The procedure by which
cases are bhrought before the Royal Commission on Awards to
Inventors under Royval Warrants of March 19th, 1919, and
October 5th, 1920, is dealt with fullv, because the determination
of the inventor’s correct procedure having regard to his rights
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or claims is complicated, and because proceedings of this nature
seem likely to be prolonged for a considerable period. We
have found that practitioners, other than specialists, have
experienced considerable difficulty i piecing together information
as to the practice which may be available from public documents;
and we have  not hesitated to give considerable space to an
account of the procedure which should he adopted to obtaim
without unnecessary delay, the effective presentation of a case
before the Commission. Although foreign patents are not strictly
within the scope of these notes, we feel that thie international
‘“ Agreement respecting the preservation or the restoration of the
rights of industrial property affected by the world war ' is of such
importance as to justify its inclusion at the end of the first
chapter.

\We trust that this book may be of some assistance, even
though it does little more than to collect in one cover official
documents of various sizes and shapes which normally encumber
the desk and are never available when required.

We desire to express our sincere thanks to Mr. A. J. Martin, of
the Patent Office, for much kind and valuable assistance, and to
acknowledge gratefully the permission given by the Controller of
His Majesty’s Stationery Office to reprint the Statutory Rules and
Orders and extracts from the Reports of Patent Cases.

R. M.
: Ww. H

January, 1921.



CHAPTER 1.

ENEMY-OWNED BRITISH PATENTS.

Ox the outbreak of war there were numerous patents on the
register, and applications pending, in the names of persons or firms
who were or became enermies. Up to July 15th, 1918, English
patent agents were, with Government permission, still u]lowed
to communicate with their clients abroud and, by paying renewal
fees, to maintain these patents on the 1efrmter It is only
necessary here to outline the early war ltglblﬂtl()n with regard
to patents; it is the peace lemslatlon which will require detailed
treatment. Briefly, as the result of orders made by the High
Court of Justice or the Board of Trade, all of these patents
and applications for patents were vested in the Public Trustee
as custodian of enemy property; by virtue of the two Patents, ete.
(Temporary Rules) Acts of 1914, power was given to the Board
of Trade to revoke enemy-owned patents and to grant war
licences ; further, by various enactments, and in pmtxcu]ar by the
Trading with the Enemy Amendment Act, 1916, enemy-controlled
firms were wound up and thelr property, which ~sometimes
included their patents, was sold. The position of any one
particular German, Austrian or Bulgarian patent must there-
fore be ascertained first, and then the effect of the peace
legislation on the patent in question can be considered. 'This
chapter is an attempt to trace the effect of such peace legislation
in every case which is likely to arise.

GERMANS, AUSTRRIANS, AND BULGARIANS.

We have found that there were very many more patents and
applications owned by Germans than by Austrians and Bulgarians,
and in this chapter the expression *‘ the Treaty '’ refers to the
Treaty of Vﬂrsml]es and the articles of the Treaty referred to
are those of the Treat} made with Germany. The references to
the Treaty of Versailles can, however, mu tatis mutandis, be taken
to refer to the mrre'-%}mndmrr articles in the Treaty of St. Germain.
Thus the following articles are in identical terms, with the
exception that as legardq dates there is a difference of a few days
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ub the beginning, and of a few months at the end, of the war in
the two I'reaties:

Treaty of Versalles. Treaty of St. Germain,
Art, 286 Art, 248
207 249
306 258
307 2540
3083 2603
300 261
310 262

In the smne wayv the Statutory ules and Orders correspond,
though, of course, the dates are differend:

GGermany. Austria.
Treaty of 1’eace Order, 1919. Treaty of Peace (Austria) Order,
S. R. O., 1919, No. 1317, 19020,
S. R, 0., 1920, No. 1613.
Termination of the War. Termnination of the War.

S. R, 0., 1920, No. 264. S. R. O, 1920, No. 1612.
Trading with the Enemy. Trading with the Enemy.
Patents of Gernian nationals Patents of Austrinn and Bul-
vested in Custodian. carian nationals vested in

S. R. 0., 1920, No. 1336. Custodian,
(pp. 11, post). S. RO, 1920, No. 2118,

It will hardly be necessary to warn anyone who is particularly
cancerned with an Austrian or Bulgarian patent that it is essential
to refer to the actual Treaty or Order in question, though there
15 a very general concordance between these and the correspond-
ing better-known German documents.

LIQUIDATED PROPERTY.

First, as regard to letters patent registered in the name of
cnemies or of enemy-controlled firms which were liquidated
under the Trading with the Enemy Amendment Aet, 1916, If
the patents were =old ontright by the liquidator, the 306th Article
of the Treaty of Versailles (in the case of German enemies)
ratifies finally the purchaser’s title, and the lute eneiny patentee
can na longer el or obtain any further interest in hiz patent.
Tt = =abmnitted that if the liquidator of such a firm has not yet
sold the German patents, Article 297 (b) enables him to do
=0 now, and 1 necessary, by virtue of Article 308, to pay renewal
fees and to restore the patent to the register, provided that this
pvinent of beex fees oceurs before Junuary 16, 1821,
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It the patents of such a tirm were not sold at the ligi:dation,
and have not now been sold by the liquidator, the lat¢e enemy
owner could, we submit, have himself vostored the patent to the
register hefore January 10, 1921, subject to the somewhat drastic
provisos and restrictions imposed upon him by the Comptroller
of Putents by virtue of 8. 1. 0. 1920, No. 1836 {pp. 12, 13, post. |

AMNESTY PERIOD FOR INFRINGETRS.

In many cases no particular official action was tuken by the
Board of Trade with regard to individual German-owned patents,
Some which weve the property of liquidated firms were too
pmimpnrtant to attraet purchasers, others, whose owners were
abroad, were not the subject of war licences, and as regards both
classes there was infringement, intentional or accidental, by
English manufacturers.  As regards this, the following dates are
important : The Treaty allowed war-infringement of German
patents up to June 28, 1919, and prevented any action by the
German owner in respeet theveof; further, the English infringer
had a year more to sell his infringing urticles free of penalty, but
after these dates sny infringement of u valid and subsisting
German patent is actionable., It is to be noted that where a
German patent is sought to be restored hy the payment of back
fees before January 10, 1921, the Comptroller will heur English
manufacturers in opposition thereto, and they may very probably
succeed in avoiding any substantial penalty for having infringed
between 1919 and 1921, and may obtain a compulsary licence in
the manner explained below. [See also pp. 17 and 21, post.]

WAR LICEXNCES.

It has been mentiened that in many cages licences were granted
by the Board of Trade during the war. 1t is now provided by
Article 807 of the Versailles Treaty that where German-owned
patents are restored to the rvegister theyv shall be subjeet to the
same provisions as fo licences as would have been applicable to
them during the war. Tt follows that by virtue of S. R. O. 1914,
No. 1328, or by S. R. 0., 1920, Nos. 1336 and 1371, the
Comptroller of Patents may grant compulsorv licences, thus
effecting such limitations, conditions or restrictions as may be
considered necessary for national defence, or in the publie interest,
in the case of all German-owned patents granted before or during
the war.

Further, Article 310 of the Versailles Treaty enabled pre-war
hicensees to apply for a post-war licence bhefore July 10, 1920.
In respect of the grant of such licence. the Comptroller might
take war user into account. but it is submitted that where no
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post-war licence was applicd for under this article no ethod
exists for obtaining any compensation for infringement by a pre-
war licensee during the war.

Where no such licence was applied for before July 10, 1920,
it would seem that the pre-war licensee 1s in no worse position
than any other applieant for a compulsory licence on the
re<toration of 4 Germnan-owned ]Jtltt’*nt, =() thtlt- all cases for such
applications can be considered together,

The procedure is liid down by S, R, 071, 1920, Nos. 1336 and
1371, which are printed at the end of this chapter and which
should be referred to.

In B, R, O, 1920, No. B350, section S prohibits dealings with
restored  patents without the consent of the Board of Trade;
~ertlon b subjects the restored patent to the existing war
Lieences: seetion 5 continues the power of the Board of Trade to
ottt compulsory leences, and section 6 to revise licences which
huve been granted.  Section 7 gives power to take over, expro-
priate and sell restored patents.

Under section 8, the payments made by the licensees are to be
aHotted as follows: Where the licensce and the patentee have
comne to terms which have the approval of the Comptrolier, 25
per cent. of the suims payable to the late enemy patentee are to
be paid to him direet in sterling, and 75 per cent. thereof are to
he puid to the Controller of the Clearing Oftice for enemy debts—
the patentee obtaming thereby a claim in depreciated marks at
the pre-war rate of exchange against his own Clearing Oftice for
this 75 per cent.; and where no agrecment is come to between
patontee and licensee, but the terms are ixed by the Comptroller,
then ine whole royalty is payable to the Clearing Office.

PATENT OFIFICE FORMS.

A schedule of Patent Ofhice forns is appended to 8. R, O.
1620, No. 1371, and printed at the end of this chaprter,

Form 40.—For applications under Rule 5 of the Order where
the patentee bas agreed to the terms of an assignment, assurance
ar licence of patent nights.

Form 41 is for an applicution under Rule ( for the consent
of the Board of I'rade to the devolution of title to patent rights
by operation of law. .

Form 42 is the application form for a licence in respect of 2
reetored patent. The procedure is given in detall in Rule 7
The patentec is informed of the application and can deliver
counter statement. The Comptroller can eall for further e " (ance
befare giving his deeision.,

Form 43 1s an application for the revision of the terms of a
heence.  ftule 8 of the Order outlines the procedure. The
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practico has been for the Comptroller to hear all parties: licensees
who want a revision, importers with licences, manufacturers at
home and abroad, and the patentee. In view of the wide powers
of the Comptroller of reducing royaities, prohibiting import, and
cenerully of controlling the industry concerned, Rule 8 is
certain 1o have very great importance in patent procedure in
the future.

Form 44 is an application for the expropriation, taking over,
or sale of & restored patent. The patentee is served with notice,
and may deliver o counter-statement in opposition. When the
Comptroller is satisficd that he has the necessary evidence hefore
him, he is to determrine whether the application should be granted.
In that cuse the terms of the transfer are to be decided by a
special tribunal to be nominated by the Lord Chancellor.

It is to bo noted thut the power of expropriation i1s not to be
exercised unless, in the opinion of the Board of Trade, the step
can be justified in the interests of national defence, or as being
necessary in the public interest, or for securing the due fulfilment
of all obligations undertaken by Germuny in the Treaty of Peace.
Whnere ib 1s decided to refer the application to the special
tribunal for settlement of terms, such application shall be on

‘atents Form 45, which is the last of the forins with which we
have to deal.

TREATY OF VERSAILLES.
INDUSTRIAL PROPERTY.

ArricLe 306,

Subject ta the stipulations of the present Treaty, vights of
industrial, literary, and artistic property, as such property is
defined by the International Conventions of Paris and of Berne,
mentioned in Article 286, shall be re-established or restored, as
from the coming into foree of the present Treaty, in the territories
of the High Contracting Parties, in favour of the persons entitled
to the bhenefit of them at the moment when the state of war
cornmenced or their legal representatives. Equally, rights which,
except for the war, would have been acquired during the war in
conseqguence of an application made for the protection of industrial
property, or the publication of a literary or artistic work, shall be
recognised and established in favour of those persons who would
have been entitled thereto, from the coming into force of the
present Treaty.

Nevertheless, all acts done by virtue of the special measures
taken during the war under legislative, executive or adminis-
trative authority of any Allied or Associated Power in regard to
the rights of German nationals in industrial, literary or artistic
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property shall remain in force and shall continue to maintain
their tull effect.

No claim shall be made or action bhrought by Germany or
erman nationals in respect of the use dmmﬁ the war by the
Government of any Allied or Associated Power, or by any persouns
acting on behalf or with the assent of such Government, of any
rwhtq in industrial, litevary or artistic property, nor in respect
of the sale, offering for sale, or use of any products, articles or
apparatus wlmt-soever to which such rights applied.

Unless the legislation of any one of the Allied or Associated
Powers in force at the moment of the signature of the present
Treaty otherwise directs, sums due or paid in virtue of any act orv
operation resulting from the execution of the special measures
mentioned in paragraph 1 of this Article shall be dealt with in
the same way as other sums due to German nationals are directed
to be dealt with by the present Treaty; and sums produced by
any speeinl measures taken by the German Government in respect
of rights in industrial, literary or artistic property belonging to
the nationals of the Allied or Aesociated Powers shall be
considered and treated in the same wav as other debts due from
German nationals.

Each of the Allied and Associated Powers reserves to itself the
right to impose =uch limitations. conditions, or restrictions on
rights of industrial, literary, or artistic property (with the
exception of trade-marks) acquired before or during the war, ov
which 1nay be subsequently acquired in accordance with its
legislation, by German nationals, whether by granting licences,
or by the working., or by preserving control over their exploitation,
or in any other way, as may be considered necessary for national
defence, or in the public interest, or for assuring the fair treat-
ment by Germany of the rights of industrial, literary, and artistic
propertyv held in German territory by its nationals, or for securing
the due fulfilinent of all the obligations undertaken by Germany
in the present Treaty. As regards rights of industrial, literary,
and artistic property acquired after the coming into force of the
present Treaty, the right so reserved by the Allied and Associated
Powers shall onl,v he e:u:r(rmed i cases where these limnitations,
conditions, or restrictions may be considered neccessury for
national defence or in the public interest.

In the event of the application of the provisions of the preceding
paragraph by any Allied or Ascociated Power, there shall be paid
reasonable indemmnities or royaltiex which shall be dealt with in
the sume way as other sums due to German nationals are directed
to be dealt with hy the present Treaty.

Fach of the Allied or Associated ’owers reserves the right ta
treat as void and of no effect any transter in whole or in part of
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or other dealing with rights of or in respect of industrial, literary,
or artistic property effected after August 1, 1914, or in the future,
which would have the result of defeating the objects of the
provisions of this article.

The provisions of this article shall not apply to rights in
industrial, literary, or artistic property which have been dealt
with in the liquidation of businesses or companles under war
legislation by the Allied or Associated Powers, or which may be so
dealt with by virtue of Article 297, puaragraph (b).

AnrTticrLr 307.

A minimnum of ones veur after the coming into force of the
present Treaty shall be accorded to the nationals of the High
Contracting 'aurtics, without extension fees or other penalty, in
order to enable such persons to accomplish any act, fulfil any
formulity, pay any fves, and generally satisfy any obligation
prescribed by the laws or regulations of the respective States
relating to the obtaining, preserving, or opposing rights to, or in
respect of, industrinl property either acquired before August 1,
1014, or which, except for the war, might have heen acqured
since that dute as & result of an application mnade before the war
or during its continuance, but nothing in this article shall give
any right to reopen interference proceedings in the United States
of America where a final hearing has tuken place.

All rights in, or in respect of, such property, which may have
lapsed by reuson of any fuilure to accomplish any act, fulfil any
formality, or make any payment, shall revive, but subject In
the case of patents and designs to the imposition of such
conditions as each Allied or Associated ower may deem
reasonnbly necessarv for the protection of persons who have
manufactured or made use of the subjeet matter of such property
while the rights had lapsed. Further, where rights to patents
or designs belonging to Gerinan nationals are revived under this
article, they shall be subject in respect of the grant of licences
to the same provisions as would have been applicable to them
during the war, as well as to all the provisions of the present
Treaty.

The pertod from August 1, 1914, until the coming into force of
the present Treaty shall be excluded in considering the time
within which a patent should be worked or a trade mark or
design used. and it is further agreed that no patent, registered
trade mark, or design in forece on August 1, 1914, shall be subject:
to revocation or cancellation by reason only of the fuilure to work
such patent or use such trade mark or design for two years after
the coming mmto foree of the pre<ent Treaty,
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ArTICLE 308.

The rights of priority, provided by Article IV, of the Inter-
national Convention for the l'rotection of Industrial Property of
Paris, of March 20, 1883, revised abt Washington in 1911 or by
any other Convention or Statute, for the filing or registration
of applications for patents or models of utility, and for the
registration of trade marks, designs, and models which had not
expired on August 1, 1914, and those which have arisen during
the war, or would have arisen but for the war, shall be extended
by each of the High Contracting arties in favour of all nationals
of the other High Contracting Parties for a period of six months
after the coming into force of the present Treuty.

Nevertheless, such extension shall in no way afteet the right of
any of the High Contracting Parties or of any person who before
the coming into force of the present Treaty was bona fide in
possession of any rights of industrial property conflicting with
rights applied for by another who claims rights of priority in
respect of them, to exercise such rights by itself or himself
personally, or by such agents or licensees as derived their rights
from it or him before the coming into foree of the present
Treaty; and such persons shall not be amenable to any action
or other process of law in respect of infringement.

ARTICLE 800,

No action shall be bhrought and ne claim made by persons
residing or carrying on business within the territories of Germany
on the one part and of the Allied or Associated PPowers on the
other, or persons who are nationals of such DPowers respectively,
or by any one deriving title during the wur from such persons,
by reason of any action which has taken place within the territory
of the other parby between the date of the declaration of war and
that of the coming into force of the present Treaty, which might
constitute an infringement of the rights of industrial property or
rights of literary and artistic property, either existing at any time
during the war or revived under the provisions of Articles 307
and 308.

Fqually, no action for infringement of industrial, literary, or
artistic property rights hy such persons shall at any time be
permissible in respect of the sale or offering for sale for o period
of one year after the signature of the present Treaty in the
tervitories of the Allied or Associated Powers on the one hand
or Germany on the other, of products or articles manufactured,
or of literary or artistic works published during the period between
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the declaration of war and the signature of the present Treaty,
or against those who have acquired and continue to use them.
It is understood, nevertheless, that this provision shall not apply
when the possessor of the rights was domiciled or had an
industrial or commercial establishment in the districts occupied
by Germany during the war.

This Article shall not apply as between the United States of
America on the one hand and Germany on the other.

ArticLE 310.

Licences in respect of industrial, literary, or artistic property
concluded before the war between nationals of the Allied or
Associated Powers or persons residing in their territory or carry-
ing on business therein, on the one part, and German nationals,
on the other part, shall be considered as cancelled as fromn the
date of the declaration of war between Germany and the Allied
or Associated Power. Dut, in any case, the former beneficiary
of a contract of this kind shall have the rigiu., within a period
of six months after the coming into force of the present Treaty,
to demand from the proprictor of the rights the grant of a new
licence, the conditions of which, in defuult of agreement between
the parties, shall be fixed by the duly qualiied tribunal in the
country under whose legislation the rights have been acquired,
except in the case of licences held in respect of rights acquired
under German law. In such cases the conditions shall be fixed
by the Mixed Arbitral Tribunal referred to in Section VI. of this
Part. The tribunal may, if necessary, fix also the amount which
it may deem just should be paid by reason of the use of the rights
during the war.

No licence in respect of industrial, literary, or artistic property,
granted under the special war legislation of any Allied or
Associated Power, shall be affec.ed by the continued existence
of any licence entered into before the war, but shall remain valid
and of full effect, and a licence so grunted to the former
beneficiary of a licence entered into before the war shall be
considered as substituted for such licence.

Where sums have been paid during the war by virtue of
licence or agreement concluded before the war in respect of rights
of industrial property or for the reproduction or the representation
of literary, dramatie, or artistic works, these sums shall be dealt
with I the same manner us other debts or credits of German
nationals, as provided by the present Treaty.

This Article shall not apply as between the United States of
America on the one hand and Germany on the other.
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ARrTIiCLE 3811,

The inhabitants of territories separated from Germany by virtue
of the present Treaty shall, notwithstanding this separation and
the change of nationality consequent thereon, continue to enjoy
in Germany all the rights in industrial, literary, and artistic
property to which they were entitled under German legislation
at the time of the separation.

Rights of industrial, literary, and artistic property which are in
force in the territories sepurated from Germuny under the present,
Treaty at the moment of the sepuration of these territories from
Germany or which will he re-established or restored in accordance
with the provisions of Article 306 of the present Treaty, shall bo
recognized by the State to which the said territory is transferred
and shall remain in foree in that territory for the same period of
time given themn under the Germnan law.



POST-WAR PATENT PRACTICE,. 11

StaTuTOoRY RULES AND ORDERS,
1820, No. 1336.

TRADING WITH THE ENEMY.

Patents of German Nationals Vested in
Custudian.

OrpcR oF THE Boarp oF Trape, patep Jvry 19, 1020, UuNDER
SECTION 5 (1) oF THE TRADING WITH THE ENEMY AMENDMENT
Act, 1914 (5 Gro. 5, ¢. 12), as 10 ‘' VESTED PATENTS,” * VESTED
ArpPLICATIONS ' AND ' RESTORED PATENTS.”’

In the matter of divers patents and applications for patents
vested in the Custodian; and

In the matter of the Trading with the Enemy Acts, 1814 to
1918 ; and

In the Igatter of the Treaty of Peace (with Germany) Act, 1919;
an

In the matter of the Treaty of Peace (with Germany) Order,

1919 . (a).

Whereas the expression ‘‘ British Patent’ when hereinafter used
means Letters Patent which have been granted in and for the United
Kingdom of Great Britain and Ireland and the Isle of Man:

And whereas prior to the Order of the Board of Trade of the
30th October, 1918, hereinafter recited, divers British Patents which
had been granted to or for the benefit of German Nationals (as defined
hy the Treaty of Peace (with Germany) Order, 1818), the shares and
interests of German Nationals in divers other British Patents and
also the benefit s6 far as the same belonged to German Nationals of or
in divers applications which had been made by or on behalf or for
the benefit of German Nationals, either alone or jointly with other
parties, for grants of such patents were by or by virtue of Orders
which were made by the High Court of Justice or the Board of Trade
under the Trading with the Enemy Acts, 1914-1918, or some or one of
such Acts duly vested in the Public Trustee, the Custodian for
England and Wales under the Trading with the Enemy Amendment
Act, 1814 (hereinafter called *‘the Custodian™):

And whereas by an Order dated the 30th October, 1918, and so made
by the Board of Trade as aforesaid, after reciting that the expression
‘“hostile persun'’ when thereinafter used meant and included (a) a

(@) S.R. & 0., 1819, No. 1517 .
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person, firm, body or company being an enemy or enemy subject within
the meaning of the Trading with the Enemy Amendment Acts, 1916
and 1918 (h), (b) a Company with respect to which an Order had been
made under section 1 of the Trading with the Enemy Amendment
Act, 1916, or section 3 of the Trading with the Enemy Amendment
Act, 1918, and (c) a Company being an enemy controlled corporation
within the meaning of the Trading with the Euemy Amendment
Act, 1918, 1t was amongst other things ordered that (1) all and every
the interest, share and right of every hostile person in, of or to any
3ritish patent, and (2) the benefit of every application which had been
made ny or on behalf or for the benefit of any hostile person for any
British patent should, except in so far as the same shoul. already
have been vested by any Order made under the Trading with the
Enemy Amendment Acts, or any of them, vest in the Custodian:

And whereas as regards certain of the said applications patents have
in pursuance of the Trading with the Enemy Awmendment Act, 1916,
heen duly granted to the Custodian:

And whereas the expression *‘ vested patent” as hereinafter used
means such interest, share, rights or title in, of or to a British patent
as may by reason or on account of the late war between the United
Kingdom and Germany have been so vested in or granted to the
Custodian as aforesaid, and the expression *‘vested application’ as
hereinafter used means such benefit and rights of or in respect of any
application for the grant of a British patent as may by reason or on
account of the said late war have been so vested in the Custodian as
aforesaid ;

And whereas 1t is expedient that such Order or Orders and directions
as are hercinafter contained shall be made and given in regard to
vested patents and vested applications:

Now, therefore, the Board of Trade in exercise of the powers con-
ferreidd upon them by section 5, sub-section 1 of the Trading with the
Enemy Amendment Act, 1914, and/or the Treaty of Peace (with
Germany) Order, 1919, and of all other powers (if any) them hereunto
enabling do hereby order and direct as follows:—

1. (i) Subject to the provisions hereinafter contained the Custodian
shail forthwith divest himself of the vested patents and of the vasted
applications in favour as the case may be of the respeetive persons who
were at the commencement of the Iate war between the United
Kingdom and Germany or would but for such war and the relative
Vesting Orders now be entitled thereto.

Provided always that if by any Order made under the Trading with
the Enemy Amendment Acts, or any of them which may affect any
vested patent or vested application, any coudition was imposed upon
the Custodian which might operate so as to prohibit him from dealing
with such patent or application, the prohibiting condition shall bhe
and stand discharged upon the Board of Tiade certifying to that
effect, but so nevertheless that such divesting as aforesaid shall not
take effect as regards such patent or application unless and until the
Board of Trade shall so certify:

(b) 56 (¢, 5. ¢. 105 and 8-8 G. 5. ¢. 31.
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(11) In the subsequent provisions of this Order the following expres-
sions shall mean and be construed as follows, that is to sav: ‘‘ restored
patent ' shall mean and include any vested patent of which the
Custodian shall have divesied himself under the directions in the
preceding sub-clause contained and also such interest, share, rights or
title in, of or to any British patent as may be or may have been
granted upon ov in pursuance or by virtue of a restored application :
“restored application” shall mean and include any vested application
of which the Custodian shall have divested himself as aforesaid and
also to the extent to which the same may be or may have been revived
as next hereinafter mentioned any application for the grant of a
British patent which may be or may have been revived under the
provisions of the Treaty of Peace between the United Kingdom and
(termany (heveinaftor referred to as the ‘‘Treaty of Deace’’):
‘*“* patentee ”’ shall mean and include the person for the time being
entitled to the benefit of a restored patent: *‘licensee’ shull in relation
to a licence mean and include any person for the time being entitled
to the benefit of the licence. _

2. Subject to the provisions of this Order dealings in regard to a
restored patent are permitted between British Nationals and German
Nationals (as respectively defined by the said Treaty of Peace Order).

3. An assignment or assurance inter vives of a restored patent or a
restored application shall not be made nor shall any licence be granted
under a restored patent except after notice to and with the consent of
the Board of Trade, and any such purporting licence which may be
made or granted except after such notice and with such consent shall
be void and of no effect. And any devolution of a restored patent or
of a vestored application otherwise than by an assignment or assurance
inter vivos shall not be operative unless and until assented to by the
Board of Trade.

3. A restored patent shall remain and be subject to any licence
under or in respect thereof which may have been granted by the Board
of Trade under the Patents, Designs and Trade Marks (Temporary
Rules) Acts, 1914, (¢) or by the Custodian under section 5, sub-
section 1 of the Trading with the Enemy Amendment Act, 1914, and
any such Jicence shall with the additional rights, powers and privileges
next hereafter conferred upon the Licensee, be and remain as valid
and effectual as if this Order had not been made:

Provided always that in addition to any other rights, privileges or
powers to which he may be entitled the Licensee, exclusive or other-
wise as the case may be, shall be deemed to have and shall have all
the rights, privileges and powers of such a Licensee under the
provisions of section 1 of the Patents and Designs Act, 1819 (d):

Provided further that all powers which by or under any such licence
as aforesaid may have been given to or vested in the Board of Trade
¢r the Custodian shall as regards any powers given to or vested in the
Custodian be and be deemed to have been transferred to the Board of
Trade and as to all such powers whether given to or vested in the
Board of Trade or given to or vested in the Custodian shall be and
remain exercisahle by the Board of Trade.

(¢) 4-5 (5. 5. cc. 27 and 73. (d) 9-10 (&, 5. c. 80.
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5. The Board of Trade have and shall continue to have power upon
the application of any person to grant to or in favour of the applicant
a compulsory licence under any restored patent upon such terms as to
Royalty or otherwise as may be thought {it (a) if in the opinion of the
Board of Trade it is in the public interest that such licence shall be
granted, or (b) if the Patentee shall refuse to grant to the applicant
a licence upun reasonable terms. And for the purpose of and in
contnection with the exercise of such power the Board of Trade shail
have all the powers of the Comptroller of Patents, Trade Marks and
Dasigns (hereinafter called the Comptroller) under the Patents and
Designs Act, 1919, in a case in which abuse of the monopoly rights
has been established.

0. The Board of Trade <hall as regards any licence which has been
ol may be granted under any restored patent, whether the licence is
cranted as mentioned in clause 4 hereof or as mentioned in clause 5
hereof, have power upon the application of the Licensee wr ol the
Patentee to make such revisions or amendments in the licence as may
Le thought fit whether as regards the Royalty payable thereunder or
otherwise, and any such revision or amendment may consist of or
include a provision which will preclude the Patentee (a) fromn import-
ing into the United Kingdom any goods the importation of which
would if effected by a person other than the Patentee be an infringe-
ment of the patent, and/or (b) from working or using the patented
invention in the United Kingdom,

7. Nowwithstanding anything herein contained the Board of Trade
shall as regards any restored patent or resfored application have power
cither withont or upon the application of any persou interested to
expropriate, take over or sell any such patents or the patent rights
under any such application onsuch terms as to indemnity, purchase, con-
:ideration or otherwise as may be determined by a special Tribunal to be
nominated by the Lord Chancellor for the time being but so that the
President or Chairman of such Tribunal shall be a high judicial officer or
a barrister of not less than ten years’ standing, and in such case the
Board of Trade shall be deemed to have all the powersof the patentesor
proprietor and may make a good title to any transfer, licence or other
assurance provided always that the power hereby conferred shall not
ba oxercised unless in the opinion of the Board of Trade the exercise
thereof 1s necessary for the National Defence or in the public interest

or for securing the due fulfilment of all the obligations undertaken by
Germany in the Treaty of I’eace.

8. All Royalties and/or other monies which but {or this provision
would by virtue of anything done under or in pursuance of any pro-

vision contained in this Order be payable to a German National shall
be divided and paid as follows, namely :—

() in the case of voluntary dealings—75 per cent. of such
Royalties and/or other monies shall be paid to the Con-
troller of the Clearing Office for the purpuses of such Office
and the remaining 25 per cent. thereof shall he paid to the
other party or parties who may be concerned :
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(b) in every other case the whole of such Royalties and/or other
monies shall be paid to the Controller of the Clearing Office
fur the purposes of such Office.

Provided always that any Royalties under any such licence as is
menttoned in clause 4 hereof which have accrued prior to the date
upon which the patent shall have hecome a restored patent or which
may therenfter accrue shall be retained by or paid to the Custodian a
the case may be.

9. The conditions imposed by and other provisions ocontained in
clauses 3 to 8 of this Order upon or in regard to restored patents and
restored applications shall not, except as herealter mentioned, apply
as regards vested patents or vested applications of which the Custodian
shall have divested himself uunder the directions contained in clause 1,
sub-section 1 herein in favour of persons who, by or by virtue or in
pursuance of the Treaty of Peace, have ceased to be German nationals:
Drovided nevertheless that as regards such patents as last mentioned—

(i) The patents shall remain and be subject to any licence under
or in respect thereof which may have been granted by the
Board of Trade under the Patents, Designs and 1rade
Marks (Temporary Rules) Acts, 1914, or by the Custodian
under section §, sub-section 1 of the Trading with the
Enemy Amendment Act, 1914, and any such licence shall
be and remain as valid and effectual as if this Order had
not been made.

(ii) The Board of Trade shall as regards any licence which has
been granted as aforesaid under the patent have power
upon the application of the licensee or of the patentee to
make such revisions or amendments in the licence as may
be thought hAt whether as regards the rvoyalty pavable
thereunder or otherwise.

10. Any application to be made under any provision herein eon-
tained shall be made to the Comptroller.

11. The Board of Trade may from time to time make such rules as
may be necessary or expedient for the purpose of carrying out the
provisions of this Order and by anty 'such rules may regulate the pr-
cedure to be followed and may prescribe the payment of fees and fix
the amount thereof and any such rules whilst in force shall be of the
same effect as 1f the same were contained in this Order.

12. This Order shall not nor shall angthing herein contained apply
to any patent or application for the grant of a patent which has been
effectnally dealt with in or for the purpose of the liquidation of any
business or company as regards which a Winding-up Order has bheen
made under or in pursuance of the Trading with the Enemy Acts, 1914
to 1918, or any of them.

13. The Board of Trade may at any time revoke or vary this Order

and any provisions herein contained as well as any rules made under
clause 11 hereof.

Dated this 19th day of July, 1820.
R. S. Horpe,
President of the Board of Trade.
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STATCTORY [ULES Axb ORDERS,

1920, No. 1371

PATENTS FOR INVENTIONS.

-afiehieninlipn

Tar Patexts {Treaty or Prace) Rvuies, 1820, Daten Juny 24, 1920

= Ny -kt e iy el e e e —

By virtue of the provisions of the Trading with the Eunemy
Acts, 1914 to 1918, the Treaty of Peace Act, 1919, («) the Treaty of
Peace Order, 1819, (b), and the Order of the Board of Trade, dated
19th July, 1920, (¢) the Board of Trade do hereby make the f{ollowing
Rules : —

PRELIMINARY.

1. These Rules may be cited as the Patents (Treaty of Peuce)
Rules, 1820, and shall come intu operation from and immediately after
the 18th day of July, 1920.

INTERPRETATION.

2. In the construction of these Rules any words herein used, the
meanings of which are defined by the Order of the Board of Trade
dated the 19th day of July, 1920, shall have the meanings thereby
assigned to them respectively.

FEES.

3. The fees to be paid under these Rules shall he those specified in
the first Schedule to these Rules.

Forws.

4. The forms herein referred to are the forms contained in the
cocond Schedule to these Rules. Such forms shall be used in all cases
to which they are applicable and may be modified as directed by the
Comptroller to meet other cases.

(@) 910 G. 5. ¢. 33. (1) S.R. & 0., 1619, No. 1517.
() S.R. & 0., 1920, Na. 1336
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VoLUNTARY DEALINGS IN OR UNDER LESTORED PATENTS, &c.

5. Where anv assighment or assurance of a restored patent or of
the benefit of a restured application or any licence under a restored
patent has been agreed between parties, application for the consent of
the Board of Trade to any such assignment, assurance, or licence shall
he made on Patents Form No. 40 before the eaxecution of the document
effecting such ascignment, assurance or licence. Such application shall
be accompanied hy a copy of the draft document propused to be
executed.

DevorvTioN oF TiTLE BY OPERATION oF Law.

6. Where any person claims to be entitled to the bLenefit of or any
interest in a restored patent or restored application by virvtue of opera-
tion of law, arising after the outbreak of war, he shall make
application for the consent of the Board of Trade to his title as
claimed being recognised upon Patents Form No. 41, Such application
shall be accompanied by a copy of the instrument or other document
under which the applicant clanns title.

ApPPLICATION FUR LI1CENCE UNDER RESTORED PATENT OTHER THAN UNDER
RULE 5.

7. An application for the grant of a licence under a restored patent
or a patent grauted npon a restored application shall be made upon
Patents Form No. 42, Such application shall be accompanied by an
unstamped copy and a statement in duplicate setting out fully the
reason for making the application, the facts upon which the applicant
hases his case and the terms of the licence which he is prepared to
accept. A copy of the application and of the statement will be trans-
mitted by the Comptroller to the patentee at his address for service on
the Register of DPatents.

Upon such application being made and copy thereof transmitted to
the patentee, the latter, if desirous of contesting the application, shall
within one month of the receipt of such vopy at his address {or service,
or such further time as the Comptroller may allow, leave at the Patent
Office a counter-statement fully setting out the grounds upon which the
application is contested and, on =0 leaving, shall deliver to the
applicant a copy thercof.

Upon receipt of such counter-statement, and/or any further evidence
the Comptroller may require, the Comptroller <hall proceed to deter-
mine the application,

ArrLicaTion vuR KREevisioN oF LICENCE.

8. An application {or the revision of a licence whether granted by
the Board of Trade, the Custodian, or under these Rules under u
vestored patent shall be made upon Patents TForm No. 43. Such
application shall be accompanied Ly an unstamped copy and a state-
ment in duplicate setting out fully the facts upun which the apphicant
bases his case and the terms of such licence as he is prepared to accept
or grant. A copy of the application and of the statement will be
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transmitted by the Comptroller to the patentee, at his address for
service on the Register of Patents or the Licensee concerned, as the case
may he,

Upon such application twing made and copy thereof transmitted, the
patentee or licensee, as the case may be, 1f desirous of contesting the
application, shall within one month of the receipt of such copy at his
address for service, or such further time as the Comptroller may allow,
leave at the Patent Office a counter-statement fully setting out the
grounds upon which the application is contested and, on so leaving,
shall deliver to the applicant 4 copy thereof.

Upon receipt of such connter-statoment and/or any further evidence
the Comptroller may requirve, the Comptroller shall proceed to
determine the application,

APPLICATION FufR THE FEXPROPRIATION, TAKING OVER ORR SELLING ANY
ResTorend PATENT,

9. An application for the expropriation, taking over orv sale of any
restored patent or a patent granted npon a restored application shall
be made upon Patents Form No. 43, Such application <hall be accom-
panied by an unstamped copy and a statement in duplicate setting out
fully the reason for making the application and the facts upon which
the applicant bases his case. A copy of the application and of the
statement will be transmitted by the Comptroller to the patentee at his
address for cervice on the Register of Patents,

Upon such application being made and copy thereol transmitted to
the patentews, the latter, if desivous of contesting the application, shall,
within one month of the receipt of such copy at his address for service,
or such further time as the Comptroller may allow, leave at the Patent
Office a evmntersstatement fully setting out the grounds npon which the
application is contested and on so leaving, shall deliver to the applicant
a copy thereof.

Upon receipt o»f saeh connter-statement andyor any further evidence
the Comptroller may require, the Comptroiler shall proceed to determine
whether the application <hould be granted and be referred io a special
tribunal for the settfement of terms,

Where it is decided to grant the application and refer it to a special
tribunal for the settlement of teyms application & be heard by the
special tribunal shall be made upon Patents 1Yorm No. 45,

HIEARINGS.

10. Before deciding any issue rajsed under Rules 7, 8, and 9 of these
Rules or before exercising any discretivnary power given to the
Comptliroller under the Order of the Board of Trade, dated 19th
July, 1920, or these Rules, adversely to any party the Comptroller
sfinll give ten days’ notice, or such longer notice as he may think fit to
the party or parties as the case may be of the time when he 1s prepared
1o hear such par'y or parties or their representatives.
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EvIDENCE.

11. In lieu of or in addition to any oral evidence that may be given
at a hearing the Comptroller may require any party to file evidence
by way of statutory declaration and allow any declarant to be cross-
examined on his declaration.

CosTts.

12. The Comptroller may award costs in any proceedings under these
Rules, and direct how and by what parties they are to be paid
Fuarther, in any case in which he thinks fit, the Comptroller may
requive any person initiating proccedings to give security for costs,
and in the event of such security not being forthcoming, may dismiss
the application in questinn.

Dated this 23th day of July, 1920.

R. 8. Horne,
President of the Board of Trade.
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£ s. d.
On application under Rule 5 for consent 2 0 0 Patents Form No. 40.
of DBoard of Trade to assignment,

assurance or licence of patent rights.

-l e elge— s B

over, or selling any restored patent

rights. *
On application for hearing by tribunal| 5 0 0

in respect of the expropriation, taking |

over, or sclling of restored patent |

rights. |

On application under Rule 6 {for consent 2 0 0 ' .+ No. 41.
of Board of Trade to devolution of
:itle to patent rights by operation of |
aw, :
On application for licence under restored ! 2 0 0 v No. 42,
patent. i
On application for revision of licence ...¢ 3 0 O ' .» No. 43
On application for expropriation, mkingg 5 0 0 ' . No. 44
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£2,

{a) Givein
full, name,
addreaa and
nationality of
applicant!sl.

(b} To he
signed by the
applieant(s).

PATENT,

(@) Give in
fall, name,
address, and

nationality of

applicant(sl,
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Second Schedule.

Forus.

Patests Form No. 40.

'THE PATENTS (Tn}:nv OF PF!.CE) RuLes, 1820.

- e gl Tl e iy =

A pplication under Ruh' 5 for mnsrnt nf Board of Trade to
dssignment, dssurance, or Licence of Patent Rights,

o iy - el - g = -, —E = Y ol B

(@)1 (or We) iiiviiiiiiieiiieeennenn, ettt e e ——era s .
hereby apply for the cunsent of the Board of Trade tv an ‘
E;}qs}gﬂ@@j)- L amect of (application)

ssurance)  1n respect o (Cettors Patont) No. y
(Licence)

being executed.
A copy of the document in question, the terms of which have been

agreed lLetween ...........oevviin, e e eeee e e r st ee
of the vne part and ..... e reietaeaeeeeteentteineeretutoarnetant taeoretreatrertaranens
of the other, accompanies this applhication.
My (Our) address for service in the United Kingdom 1s ... "
() Signature of Applicant{s) .............c.oooiii,

lllllllllllllllllllllllll [ N

To the Comptroller,
The Patent Office,
25, Southampton Buildings,

Chancery Lane,
London, W.C.2.

Patents Fory No. 41,
PR T S

Tue Patests (Treaty or Prace) Rures, 1920

Application under Hule 6 for consent of Board of Trade to devolution
of title to Patent Rights by operation of Law.

------------------------------------------------------------------------------------------------------

llllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll

heveby apply for the consent of the Board of Trade to the benefit of

(A ppllcatwn)

(Letters Datent) No. of devolving upon me.
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I (We) claimn to be entitled to (b) (b) Hero
insert nature
P of claims,
by virtue of an instrument dated ..............ocoiiiiiiiiiniinnin e,
a copy of which accompanies this application.
My (Our) address for service in the United Kingdom is ..................
) Signature of Applicant(s) .....ooviiieiieniiinnenn, () To be
(¢) Signature pplicant(s) (e) Tobe
........................... applicant(s),

'To the Comptroller,

'The Patent Office,
25, Southampton Buildings,
Chancery Lane,

London, W.C.2.

PatexTs FORM No. 42.

Tne Patents (Trraty or Peace) Rurnes, 1920.

Application for Licence in respect of restored Patent under Rule 7.
(To be accompanied by an unstamped copy and also a statement of case
(in duplicate) ).

() I B A 1) T OO .. la) Givein

full, name,
...................................................................................................... sddrees, and

nationality of
........................................................................................ cressssessesss BDDlicant(s),

hereby apply for a licence in respect of Letters Patent No.
of

A draft licence embodying the terms which I (We) am (are) prepared
{o accept is annexed.

My (Our) address for service in the United Kingdom is ..................
(b) Signature of Applicant(s) ........ccoiviiiiniinin, (b) To be
signed by
........................... applicant(a)'

To the Comptroller,
The Patent Office,
25, Southampton Buildings,
Chancery Lane,

London, W.C.2.
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(n) Give in
full, name,
address, and
nationality of
applicant(s).

(b) Hern
state brietly
the nature of
the revision
desired,

{c) To be
signod by the
applicant{s)
whaother
patentee(y)

or licencec(yl.

PATENT.

(a) Give in
full, name,
address, and
natlnnahty ot
applicant(s).

o
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Parents Form No, 43.
THE Patexts (Treaty ofF IPrace) Rures, 1820.

S S ol - Fage e g et P T w e —_—

.~1pplicm‘ion under Rule 8 for Revision of the Terms of a Licence.

(To be accompanied by an unstamped copy and alsv a statement of case
(in duplicate) ).
(@) I (We) i, eeeereieieereerrr et

iiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiii

hereby vequest that the terms of the Licence in respect ‘of Letters
Patent No. of which licence i<

dated , and was granted by ..........oooiiiiienine.
t‘) ----------  EE B EE LS EE EEEE T T EEEEEEEE R R EE T EL N A R R R R R P R R E L T T R E E EE R L ] o
may be revised.

The modifications which I (We) desire to have effected are (b) ....... .

A draft licence embodying the terms which i anli) prepared to

accept (or grant) is annexed.

My (Our) address for service in the United Kingdom is ........ eeareren ,
(¢) Signature of Applicant(s) .................... eenes

To the Comptroller,
The Patent Office,
25, Southampton Buildings,
Chancery Lane,
London, W.C.2.

Patexts ForM No. 44,

Tue Patexts (Treary or Peace) Rures, 1920.

d pplication under Rule 9 for the Erpropriction, Taking Over, or
Selling of restored Patent Rights.
(To be accompanied by an unstamped copy and also a statement of case
(in duplicate) ).

lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll
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hereby apply for the expropriation, taking over or sale (b) of (¢) ....

No. of
My (Our) address for service in the United Kingdom is ..................
Signature of Applicant(s)...........c..coiiiien. ,

lllllllllllllllllllllllllll

To the Comptroller,

The Patent Office,
25, Southampton Buildings,

Chancery Lane,
London, W.C.2.

ey, sl ey oSy ey S — . R

PateExTs Fonya No. 45,

Tug Parexts (Treary oF Peace) Rurngs, 1920.

d pplication to be heard by Tribunal in Respect of the Expropriation,
Taking Over, or ,‘sﬁllmg of Restored Patent Iights.

(a) I (We) ....cconveinnnn, S PP

iiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiii

hereby apph to be heard Ly the Tribunal in respect of the apphcatlon

to (h) expropriate, take over, or sell (c)
No. of

My (Our) address for service in the United Kingdom 15 ..................

-------------------------------------------

llllllllllllllllllllllllllllllllllllllllllllllll

llllllllllllllllllllllllllllllllllllllllll

iiiiiiiiiiiiiiiiiiiiiiiiiii

To the Comptroller,
The Patent Office,
25, Southampton Buildings,
Chancery Lane,

London, W.C.2.

Dated this 24th day of July, 1920.

R. 8. Horne,
President of the Board of Trade.

{b) Strike out
words which do
not anply.

{¢} Horeo insert
particulars of
lt Lters patent,
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PATENT.
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not apply.
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particulars of
letters patent
ur ppplication.
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FOREIGN PATENTS.

TrREATY SERIES, 1920,
No., 18.

AGREEMENT RESFECTING THE PRESERVATION OR THE RESTURATION OF THR
Ricuts oF INpUSTRIAL PROVERTY AFFECTEL BY THE WoRLD War.

L T

Tue undersigned Plenipotentiaries of the countries members of the
International Union for the Protection of Industrial Property, duly
authorised by their respective Governments, have unanimously, and
subject tu ratification, adopted the following Agreement intended to
guarantee and to facilitate the ovdinary exercise of the rights of in.
dustrial property affected by the world war:—

ARTICLE 1.

The periods of priority provided for by Article 4 of the International
Convention of Paris of the 20th March, 1883, revised at Washington in
1911, for the deposit of applications for patents or the registration of
utility models, trade-marks, designs and models which had not yet
oxpired on the lst August, 1914, and those which wonld have been
created during the war or which it would have heen possible to create
had the war not occurred, shall be extended by each of the High Con-
tracting Parties in favour of the lawful holders of the rights recognised
by the aubove-mentioned Convention, or their representatives, until the
expiration of a period of six months from the coming into force of the
present Agreement [fhaf is, untel the 313 March, 1921; but see NoTh.
1. 26.

Nevirtheluss, this extension of period shall not prejudice the rights
of any High Coutracting Power or of any individual who, at the time
of the coming into force of the present Agreement, may be possersel
band fide of rights of industrial property conflicting with those applied
for when claiming the period of priority, They shall retain possession
of their rights either personally, or through all agents or holders of
licence which may have lLeen granted to them before the coming into
force of the present Agreement without any liability to be disturbed or
prosecuted as counterfeiters.

ANTICLE 2.

A period of une year from the coming into force of the present Agree-
ment [that is, up to 30th Neptember, 19217, without additional charge
or penalty of any deseription, shall be allowed to the lawful holders
of the rights rvecognised by the Conventien in order to complete every
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act, to fulfil every formality, to pay every charge and generally to
comply with overy ubligation prescribed by the laws and rvegulations of
each State in order to preserve or to obtain the rights of industrial
property already acquired on 1st August, 1814, or which, had the war
not occurred, it would have been able to acquire since that date, con-
sequent on an application made before the war or in the course of ity
duration.

The industrial property rights which may have lapsed owing to the
failure of accomplishment of an act, of executivn of a lormality or «f
payment of a charge shall be restored in efficiency under reserve of the
rights possessed by third parties bori fde in patents or utility models
or in industrial designs or models,

ARTICLE J.

The time included hetween the 1st August, 1814, and the date of the
coming into force of the present Agrcement [that s, on 30th September,
1920], shatl not be reckoned in the perind provided for the working of
a patent or for the usage of trade-marks or for the working of industrial
designs and meodels; moreover, it is agreed that any patent, trade-mark
or tndustrial design or model which was actually in existence on the
1st August, 1914, shall not be liable to forfeiture or cancellation solely
for failure to work or non-usage before the expiration of a period of

two years from the coming into force of the present Agreement [thut
is, not before 30th Neptember, 1922, ]

AuricLe 4.

The provisionz oi the present Agreement only imply a minimum of
protection; they do not prevent a claim to the application of more
extensive measures which may Le decrced by the domestic legislation of
a contracting country ; they alsu allow the existence of agreements more
favourable and not inconsistent which the Governments of the signatory
countries may have concluded or shall conclude between themselves in
the shape of special treaties ov reciprocity clauses.

ARTICLE D.

The provisions of the present Agreement in no way affect the stipula-
tions agreed to between the belligerent countries in the Treaties of Peaco
signed at Versailles on the 28th June, 1919, and at Saint-Germain on
the 10th September, 1819, in so far as those stipulations may contain
reserves, exceptions or restrictions.

The present agreement shall be ratified and the ratifications shall be
deposited at Berne within a period of three months at most. 1t shall
comne into force as between the High Contracting Parties who shall have
ratified it on the date when the pruces-verbal of the deposit of ratifica-
tions shall be drawn up, and for any other Power on the date of the
deposit of its ratification,

The countries which skall not have signed the present Agreement can
adhere on making application [see nofe below.]  Such accession shall
be notified in writing to the Government of the Swiss Confederation,
and by the latter to all the others. It will entail, as a matter of right
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and without delay, adhesion to all the clauses and admission to all the
advantages stipulated in the present Agreement.

It shall have the same force as the General Convention, and it will
cease to be effective by simple resolution of a Conference (Article 14 of
the Convention) when it shall have fulfilled its temporary object.

The present Agreement shall be signed in a single copy, which shall
Le deposited in the archives of the Government of the Swiss Confedera-
tion. A certified copy shall be forwarded by the latter to each of the
Governments of the signatory countries.

Done at Berne, the 30th June 1920.

IFor Germany :
KOCHER.
For France:
H. ALLIZE.

¥or the Netherlanas:
vay PANHUYS.

For Poland :
J. PERLOWSKI.

For Portugal:
A, M. BARTHOLOMEU FERREIRA.

For Sweden:
P. DE *\DIJERCREUTZ

{Under the reserve noted in the
proces-verbal.)

For Switzerland :
MOTTA.,

For Czecho-Slovakia:
Dr. CYRILL DUCEK.

¥or Tunis:

H. ALLIZE.

[ Nore.—Since the pulblication of the above the following countries
have with certain reservations acceded to the above agreement: Great
Britain, France, Germany, Morocco, Austria, Brazil, Spain, Czecho-
Slovakia, roland, Sweden, Switzerland, and Tumis. This list is being
extended by fresh accessions. The most important reservation is the
British qualification, which is: ‘‘ The extended periods pruvided for by
Articles 1 and 2 of the Agreement will terminate, as regards the United
Kingdom, on the 10th January, 1921.""]



CHAPTER II.
PROCEDURE FOR PROLONGING A PATENT.

By section 18 of the Patents, Designs and Trude Marks Act,
1007, the principal Act, it was possible for a patentee to present
4 petition to the Court before the date six months before the
time limited for the axpiration of a patent and it wus necessary
to show speciul merit, and, by the production of accounts, in-
suthicient remuncration.

When the 1919 Act was passed, the opinion of the profession
was that section 7, sub-section 3 of the new Act would provide a
sweeping measure of relief to Knglish patentees who had lost a
portion of their monopoly period by reason of the wur, and, further,
that the procedure would be cheap and expeditions, and that it
would obvinte the necessity of the tedious and wasteful accumu-
lation of figurcs intended to demonstrate the insufficiency of the
patentee’s remuneration; and in particular it was hoped that
where, as a direct resalt of the war, four or five yeurs had been
lost, at the outset, from the possible monopoly period, the war
patentee would almost us of rght obtain an immediate prolonga-
tion of the patent.

One of the first decisions under section 7 was in Brown's Patent,
S¢ R.P.C. a2, 142, und in this case it was held that the words in
section 7, sub-section 1: ** Provided that the Court may in its
discretion extend such period within which such petition may be
presented ' could be held to cover the case where u patent had
eapired and the patentee sought to apply under section 7, sub-
=ection §, by originating summons for o prolongation [p. 31, post. |

This liberal interpretation of the circumstances in which such
originating summons could be heard, led putentees to believe
that their hopes would be realised. 1t was, however, decided in
Davidson’s Patents, 87 R. P. C. 145, that except towards the
end of the monopoly period, no such extension would be granted
now, and that the summons could be used only as a suit to
perpetunte testimony for use just before the expiry date. This
case was taren to the Court of Appeal, where more than one
of the Judges evinced a strong desire to roview the decision
which they clearly thought would almost render section 7, sub-
section 3, a dead letter. They felt themselves, however, precluded

3
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wltogether from entertaining the uppeul by reason of the words of
section 42, sub-section 2 of the Aet of 1907, ax amnended by the
Schedule of the 1919 Act.  The decision of Sargant, ., was
therefore not argued; it is doubtful whether this ]mlﬂment of the
Court of \ppenl will or ecan be reviewed in the House of Lords,
and, thevefore, in its ln*mul essentiuls the judgment in Duavidson’s
Case stands [ pp. A1, 45, post.]

Nobt unnaturally, the 1e-~ult has greatly disturbed the business
community, and it is not unbikely that amending legislation muy
iollow. It should be added that in the recont cases of The United
Felvet Cutters' Association, Lid., 37 1. P, C. 261, and The
Metropolitan. Amalyamated Bathieay Carriage amd Wuegon. Co.,
Mr, Justice Sargant has exercised his diseretion under the sub-
seetion in o manner somewhat mora liberal to the patentee thun
might have heen anticipated from the judgment above referred to.

As, however, there must be a considerable mumber of cases
where the expiry date of a patent is so near, that the rule i
Davidson’s Case would not prevent an application by originating
summons being heard in the near {uture, the following general
obxervations may usefully be offered.

In the first place. ns o general rule, such sunnnonses will be
heard on affidavit evidenve only, uunless wpeeial  circurnsfances
render oral examination and cross-examimation of  witnesses
desirable.

Secondly, accounts will not in general be demanded by the
wourd of Trude or ordered by the Judge.

Thirdly, evidence of exceptional merit will not be required as in
the ordinury procedure by petition.

Fourthly, questions as to adequute remuneration as a rule will
not be material.

Brown's Case. 37 . P0G 52, which is an authority for these
propositions, and the subseguent cases, indicate that if the cir-
cumstances are such that a patentee appears to have already
derived very extraordinary remwuneration or, a fortiori, to have
earned {rom the very cireumstances of the war sums in excess of
those likely to have becn earned if the war had not occurred, the
topics ubove excluded will become highly material,

The serious limitation upon the sub-section, however, to be
derived from the judgmment of the cases already decided, is that
the words in brackets in gection 7, sub-section 3, '* including loss of
opportunity of dealing in o1 developing his invention owing to his
having been engaged In work of national importance connected
with such hostilities,”” are to be taken as cxelusive of any other
formmn of war loss. In other words, Sargant, J., has decided that
the only circamstances entitling the patentee to relief are that he
should have loxt a portion of his monepoly period by being himself
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engaged in work of national importance.  Cases such as his
licensce and sole manufacturer being so enguged and debarred
irom exploiting the patent, or weaker still, cases where, by lack of
vaww muaterial or finances due to the war, nothing could be done
during hostilities, appear to bhe excluded.  Further, it must be
ohscerved that the patentee " as such ' must have sutfered the
loss.  Now, ' putentee Vs defined in seetion 19 of the new Act
as the person for the time being entered upon the register as the
epantee or proprietor of the patent, and it would scem that the
case of an unregistered assignee and similar cases where the dis-
ability is real, but has been suffered by a person other than the
registered proprietor, are not provided for.

Interesting and difficolt questions may urise in the case of an
application under this sub-section where the other circurnstances
wnuld entitle the applicant to relief, but where he is or was the
subject of un allied or neutral nation during the war—e.g., AL,
i Frenchman, invents « machine in 1013, patents it in England in
1914, and from Mugust, 1914, to 149 i< in the French Army, and
hiz only existing machine is in territory occupled by Germans.
Quirre, has he a claim for an extension of his monopoly period ?
It is submitted that the proviso to sub-section 3, by expressly
excluding cnemny subjeets and British companies under enemy
control, has impliedly answered the question in favour of =uch
patentees,

The procedure under section 7, which was at first governed soluly
by the views of the Couwrt us expressed on the anulogy of origin-
ating summonses in other matters, and of petitions under the old
seetion 18, with necessarv modifications, is now regulated by

special rules added to Order LTIIa. by S, R. O., 1920, No. ‘"L%‘

which are printed, together with the judgments referred to abnve,
at the end of this chapter.

An originating summons 18 drafted according to the provisions
of Order LI11a, rule 3a* and an athdavit is drawn showing the
material facts.  The summons and atfidavit are served on the
Comptroller of Patents. The Master in Chambers directs such
advertisernents us seem to him to be necessary, and a date is
fixed before which the sumimons shall not come into the list. At
the heaving of the summnons the Court may extend the monopoly
period, or refuse finally to do so; or it may treat the summons as
a smt to perpetuate testimony, in which cuse the patentee may
come before the Court again when his patent is on the point of
expiry and seek a prolongation.

*p. 32, post.
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STATUTORY RULES AND ORDERS,
1920, No. 413.

i o P

PATENTS FOIl INVENTIONS.

Orpre or THE Board or Trave, patep March 15, 1920, UNDER
sECTION 22 (2) or 1HE P’aTENnTS AND DEsIGNS AcT, 1919 (8 & 10
Geo. 5, ¢. 80), F1xING DATE oF QPERATION OF SECTIONS 1 AND 2 OF
THAT ACT.

Whereas section 1 of the Patents and Designs Act, 1918 (9 & 16
Geo. 5, c¢. 80), which was passed on the 23rd day of Decemnber, 1918,
provides that the section therein contained shall be substituted for
soction 27 of the Patents and Designs Act, 1907 (7 Edw. 7, c¢. 29)
(hereinafter referred to as the principal Act);

And whereas section 2 of the Patents and Designs Act, 1919 (8 & 10
Geo. 5, c¢. 80), provides that the section therein contained shall be
substituted for section 24 of the principal Act;

And whereas section 22 of the Patents and Designs Act, 1919 (9 &
10 Geo. 5, ¢. 80), provides, inter alia, as follows:—

“ The provisions of sections one and two of this Act substituted
for sections twenty-seven and twenty-four of the principal Act
shall not come into operation until such time, not being later
than one year afier the passing of this Act, as may be fixed
by Order of the Board of Trade, except so far as the pro-
visions so substituted for the said section twenty-four are by
sub-section (2) of section six of this Act applied to the patents
therein mentioned ’’:

Now, therefore, the Board of Trade do hereby order that sections one
and two of the Patents and Designs Act, 1819 (8 & 10 Geo. 5, c. 80),
shall come into operation on the 1st day of April, 1820,

Dated this 15th day of March, 1920.
.‘1. ('. f:'e*ddﬂs,
President of the Board of Trade.




POST-WAL PATENT PRACTICE. 31

STaT. rory RULEs asDp QRDERIS,
1920, No. 658.

PATENTS FOR INVENTIONS AND DESIGNS,

ORDER oF THE Boarp or TRADE, pateEn Avrin 23, 1920, v~per
srcTioN 22 (2) or THE PATENTS AND DeEstens AcT, 1919 (9 & 10
Geo. 5, c¢. 80), rFixine DaTeE or OQreratton ofF sectioN 29 (1) (2)
AND (8) or 1T PateNTs AND Desions AcT, 1807 (7 Epw. 7, c¢. 29),
AS AMENDED 1Y SECTION 8 OF THE 1819 AcT (RELATING TO PATENTS),
AND OF SECTioN 18 oF THE 1919 Act (RELATING To DESIGNS).

L — T ———

Whereas section 8 of the Patents and Designs Aet, 1919 (8 & 10
GGeo. 5, c¢. 80), which was passerd un the 23rd day of December, 1819,
provides that the section therein contained shall be substituted for
section 29 of the Patents and Designs Act, 1907 (7 Edw. 7, ¢. 28)
(hereinafter referred to as the principal Act):

And whereas section 15 of the Patents and Designs Act, 1919 (9 &
10 Geo. 5, c. 80), provides that the section therein contained shall be
inserted after section 88 of the principal Act);

And whereas section 22 of the Patents and Designs Act, 1919 (8 &
10 Geo. 5, c. 80), provides, inter alia, as {ollows:—

‘““The provision of this Act relating to the terms on which an
invention or registered design can be made, used or exercised
by or on behalf of a Government department shall not come
into operation until such time as may be fixed by order of the
Board of Trade.”

And whereas the Board of Trade on the 21st day of January, 1920,
made an Order (8. R. & 0. 1920, No. §9), directing that section 29 (3)
of the principal Act, as amended by section 8 of the I’atents and
Designs Act, 1819 (8 & 10 Gen. 5, c. 80), should come into operation on
the 21st day of January, 1820;

Now, therefore, the Board of Trade do hereby order that section 29
(1) (2) and (4) of the principal Act, as amended by section 8 of the
Patents and Designs Act, 1919 (9 & 10 Geo. 5, c. 80), and section 15
of the Patents and Designs Act, 1919 (8 & 10 Geo. 5, ¢. 80), shall come
into operation on the 23rd day of April, 1820.

Dated this twenty-third day of April, 1920.
}l‘. S. IIO’T’TIC,
President of the Board of Trade.
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STATUTORY [LULES axt URprns,
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SUPREMIE COURT, ENCLAND.

IPROCEDUIE.

Tae Rures oy Tue SvuraeEsme Couvwt (No. 2). 1920. Darru

May 10, 1920.
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We, the Rule Commtice of the Supreme Court, hereby make the
following rules:—

1.IT1a,

2. The following Rule shall bLe inserted in Order 53a immediately
after Rule 3, that is to say 1-—

3a. (@) The originating summons for the extension of any Letters

(b)

Patent under section 7 of the Patents and Designs Act, 1819
(hereinafter called the Amending Act) shall be intituled in
the Matter of the Amending Act and in the Matter of the
Letters Patent in guestion and shall be served on the Comp-
troller and shall «o long as the Court is a Judge of the
Chancery Division be marked with the name of that Judge.
At least 7 days before the day on which the originating
summons is returnable the applicant shall file and serve on
the Comptroller an affidavit stating all material facts on
which the applicant relies. Such Affidavit shall in parti-
cular state facts sufficient to show the district or districts
wherein  advertiseinents of the intended hearing of  the
summons should appear.

(¢) On the return of the summons or on any adjournment

thereof caused by the insufficiency of the applicant’s evidence
to comply with the requivements aforvesaid or otherwise
directions shall Le given for puablic advertisement of the
application which shall include unless the Judge in Chambers
shall otherwise specially direct at least one advertisement in
the Landon Guzette and one advertisement either in some
London daily newspaper if the applicant’s principal place
of businesz in the United Kingdom is situated within 15
miles of Charing Cross, or if sueh principal place of business
in the United Kingdom is outside that distance then in
cwome local newspaper published or civendating in the town
or district in which such place of business is situated. Al
thereupon the Summons shall be adjourned to a day Cherein-



()

POST-WAR  PATENT PRACTION, 33

after called the appointed day) not heing less than 4 weess
from the estimated date of the fortheoming appeavance of
the advertisement in vhe Londoun Gasette.

The form of advertisen . ut shall be approved by the Judue
m Chambers and shali state the object of the application
and name the day fixed as the appointed day.  Every such
wdvertisciment shatl also <tate an address for service on the
applicant of any document requiring service under this rule
and shall also give notice that Notices of Objeetion must he
lodged a~ hereinafter provided at least 7 days beflove the
appointed  day. A copy of such advertisement shall he
served by the applicaut on the Solicitor to the Board of
Trade at the same time that the advertiscinent 1s <ent {o
the Lowden Gazette and the Board of Trade shall thercupon
canse such advertisement to be inserted in the two following
issues of the Hlustrated Official Jowrnal (Patents).

(¢) Except with the leave of the Judge in Chambers no affidavit

(1)

(7)

(h)

(¢)

shall be filed by the applicant between the appearance of
his advertisement in the Londun Guzette as aforesaid and
the appointed day other than an aflidavit or affidavits 1o
prove compliance with the divections given as to adver-
tisement.

Any person desirous of opposing the relief sought by the

originating summons shall at least 7 days belore the
appointed day lodge at the Chambers of the Judge a notice
stating that he intends so to oppose and giving an address
within the United Kingdom for service of any document
requiring service under this rule. Such person shall at the
same time serve upon the applicant & eopy of such notice.
After lodgment of such notice the opponent shall be entitled
to bLe supplied on the usual terms with copies of the
originating summons and of any athdavit filed by the
appltcant in support.

Upon the appeinted day and on any adjeurnment directions
shall be given for the delivery by any opponent of parti-
culars of objection and for the filing of any afhdavits and
the matter shall in general proceed and be heard and deals
with in the like manner as an originating summons in the
Chancery Division in which the apphicant is plaintfi and
the Comptroller and any opponents arve defendants,

The Court may excuce applicants and oppenents from com-
pliance with any of the requirements of these rules aud may
give such directions in matters of procedure and practice
under sectiom 7 of the Amending Aet as it shall consider to
be just and expedient.

The Comptroller if he clects or i~ divected to appear upon

the question of the relief sought by any originating sum-
mons under section 7 of the Amending Act shall not he
required to give notice of the groumds of any ubjection he
mayv think fit to take or «f any evidence he may think fit to
place betore the Court.
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(7) The Court may in cases where opposition has bLeen entered

(#)

to the relief sought by the originating summons under
section 7 of the Amending Act give costs to or against the
apponents,

In the event of the Court refusing the relief sought by the
originating sumiuons the Court shall not except under
special eireumstances give more than one set of  costs
amongst all the opponents.

(1) The Comptroller and the Board of Trade shall not Le entitled

to any costs on or in relation to their appearance opposition

or intervention in the matter of any such originating

summons as aforesaid.

(m) Service of any docnment requiring serviee under this rule

(1)

may be made by enclosing such document in a prepaid regis-
tered letter and posting such letter to the person required to
be served at his address for service.

In the event of any person desiring to obtain relief under
section 7 of the Amending Act together with relief under
seetion 18 of the Act it shall not be necessary for himn to
take out a separate originating supunons but he shall be at
liberty to make a combined application by a Petition
headed in the Matter of both Aets. And in that event his
application shall conform to and be regulated by the more
elaborate procedure preseribed by Rule 3 of this Order and
not by the procedure presented by the foregoing sub-heads of
this Rule.

3. These Iules may be cited as the *‘ Rules of the Supreme Court

(No. 2), 1920, and shall come into operation on the 1st day of
June, 1920.

Dated the 10th day of May, 1920.

Birkenhed, C.
Reading, C.J.
Sterndale, M.R.
Henry E. Duke, P.
R, M. Bray, J.

4. T. Tumwrence, JJ.
(. {l. Sarqant, J.
P. 0. Lawrence, J.
T. K. Hughes.

E. W. Hansell.

. H. Mnorton.
Royer (regory.
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I yur g Courr oF Justich.—CHANCERY Drvisios.
Before Mi., JUSTIOE SARGANT.
April 15th, 1920.

Ix TE MATTER OF Brows's DPATENT.

On Decomber 28th, 1902, Lelters Patent (No, 28,683 of 1802) were
vranted to William Brown for an invention of “Improvements in
Hopper Barges and Dredgers.” The patent therefore expired in
December, 1816, In February, 1920, the patentee applied by origina-
ting summons that, if necessary, the perind within which application
might be made for the extension of the term of the patent or for the
erant of new Letters Patent in respect thereof might be extended, and
that the term of the patent be exteuded, or that an order be made
granting to the patenteo a new patent for such a term as might be
specified therein. The summons was adjourned into Court, and came
before Mr. Justice Sargant ou April 1bth, 1920.

R, Meuritz (instructed by Bristowe, Cook and Carpmael) appeared
for the applicant; .7, Austen-Cartmell (instructed by the Solicitor to
the Board of Trade) appeared finr the Comptroller-General.

Moritz, for the applicant.—Under scction 7, sub-section (1) of the
Patents and Designs Act, 1919, the Court has power to extend the
time for presenting a petition for extension of a patent. That section
amends section 18 of the Patents and Designs Act, 1807. [The
originating summons was referred tn.] 'The applicant’s patent expired
in December, 1916. The Comptroller has been served. [Sarcasrt, J.—
It will be necessary to have advertisements issued as other people may
be interested in opposing.] Certainly. There are preliminary points
nf some importance arising on this summons.

Austen-Cartmell, for the Comptroller.—-There are certain points on
which I ask for the decision of the Conrt. TFirvst, whether the proviso
as to extending the time applies to the new procedure by originating
summons, and, secondly, whether an extension of time can be given
after the patont has expired. 1 suggest that the proviston only
empowers the Conrt to extend the time be. »» the whole six months
mentioned in scetion 18 has expired. It seems, however, that the
power applies to an application made by summons under sub-section (6)
which is added Ly section 7, sub-section (3) of the Act of 1919. But if
a patent has expirved, T submit that the Court cannot extend the time.
[Sancant, J.—The Court has always a discretion as to granting
an extension.] That may be the answer. [Sarcaxt, J.—There
is no “perind,” but a punctum temporis, and the Court may
make that a later date.  Why cannot it make it after the
expiration of the patent?] Sectinn 18, sub-section (1) enables a
““ patentee '’ to apply. After a patenl is expired there is no longer
a patentee or a patent. On the other point, I feel a difficulty in
argning that the power does not apply to a summons. T suggest that
sub-section (6) is alternative to sub-zection (4) and forms a code in
the cases within it, and that sub-section (8) will remain in force. ]
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<uggest  that  the patentee must  show nadeguate  remuneration.
L SArcaNT, Joo—1 must leave that point over at present.] In this case
the patent expirved over three years ago. [Sarcanrt, J.--Although the
Court might in its diseretion allow extension of a patent wheve a short
time only had elapsed after its expiration, it may be that it would
not allow extension after three }'em':-.]

Moritz, for the applicant.—The summons was issued shortly after
the Act of 1919 was passed. The power to grant an extension of time
i not, 1 submit, limited to the period of six mouths. Section 7 was
intended to relieve inventors whe have been interfered with by the
war.,  Here the business of the company of which the patentee is
managing director hecame a controlled business. No  diffevenee  is
intended hetween patents expiving, say, in 1818 and those expirving
im 1919. As to the exercise of the discretion, patents lapsed for non-
payment of fees are being restored at the Patent Office. The rights of
third persons can be adequately guarded. There should, of course, be
advertisements; and perhaps  Rules might provide for that.
[SarcasT, J.—I do not sce any need for Rules as to the rights of
third persons; the Court can impose terms on granting extension.]

dusten-Cartinell, in veply.—-The case of lapsed patents is different.
It is argued that however long a patent has expived the Court has
jurisdiction to allow a new palent to be granted, If ithat be admitted,
the only protection is that given by the discretion in the Court. The
point i1s whether it is limited to a time when there is still a pateut
and a patentee.  Sub-section (8) is general and applicable to all cascs.
[Savcant, J. referred to sub-section (3).1 Whatever sub-section (1)
of section 7 means, it applies I think to procedure by summons., Then
as to the discretion—[Sarcanr, J.—I cannot deal with that now.]
The intention was to assist patentees unable to develop their patents,
but I shall argue at the proper time that the patentee ought to have
applied in 1916.

DARGANT, J.—This is an application under the new seetion of the
Patents and Designs Act, 1919, by originating summons for the exten-
ston of  certain Letters Patent which expired as long ago as
December, 1916. There are one or two points that are of some general
interest npon which 1 can decide now, before [ have ultimately to deal
with the generval merits of the appheation.

The first point that is taken on behalf of the Comptroller is this:
that although section 7, sub-section (1) of the Act of 1919 has this
vrovision, that there shall be inserted in sub-section (1) of soction 18
of the Act of 1307 the following proviso:—* Provided that the Court
may in its discretion extend such period within which such a petition
may be presented,”” that power only enables the Court to abridge the
period of six months prior to the expivation of the patent, before
which, under the Act of 1807, a1 petition had to be presented, so that a
petition should be good, although it was presented five, four, three,
two months, or one month, ov any time prior to the expivation of the
patent ; but that it does not enable the Court to allor 1 petition to hbe
presented after the patent has expired, and the pate - has ceased to
be a patentee,
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I must look at the language of the two sections. Section 18, sub-
section (1) of the Act of 18907 1s in these terms:-—'* A patentee may,
after advertising in manner provided by Rules of the Supreme Court
his intention to do so, present a petition to the Court praving that
his patent may be extended for a further term, but such petition must
be presented at least six months before the time limited for the
expiration of the patent.””  There there is a punctum tenpuris, six
months before the expiration of the patent, before which the petition
has to be presented, and theve is a period of six months from that
panctum tewnporis down to the expiration of the patent. The language
uf section 7, sub-section (1) of the Act of 1919 is curiously inappro-
priate to that state of things, The words to be inserted are:—
“Provided that the Court may in its discretion extend such period
withtn which such a petition may be presented.”” There is no period
which was to be extended. There was a period of time prior to which
a petition had to be presented. But [ think looking at the lanpuage
the true meaning of " extend such period’ is ‘‘enlarge the time,”
and that the words must read ‘‘ Provided that the Court may in its
discretion enlarge the time within which such a petition may be pre-
sented.”” That i1s to say, it may allow the petition to be presented
after the punctum femports, six months befure the expiration of the
patent.

If that is so, is there any sufficient reason for putting a limit on the
discretion of the Court, and saying that the Court is debarred in its
discretion from enlarging that time beyond the date of the expiration
of the patent? The only suggestion, when once that construction has
been put apon the language, i1s that the patentee is no longer
patentee, 1 do not think that that is sufficient. He was a patentee,
his rights are in respect of that which wegs a patent, and, 1n my
opinion, having regard to the object of section 7, which obviously is
to protect patentees who lost, or omitted to exercise, their rights owing
to the state of war that had been existing, and looking to the fact
that the whole matter is within the diseretion of the Court, 1 see no
sufficient reason for limiting that power to enlarge the time, to a power
to enlarge it merely up to the daie of the expiration of the patent. 1In
my judgment it s left to the discretion of the Court to enlarge the
time to any extent that the Court in its discretion may think fit.

There i« a subsidiary point which has bLeen also put before me, and
that is this: that, although that may be so with regard to a petition
under section 18, sub-scction (1), it does not apply to an originating
summmons under section 7 of the Act of 1919. The provisions as regards
originating <summonses were by that section introduced Ly way of
addition to the other sub-sections of section 18. There are five sub-
sections of section 18, and sectinn 7 by sub-section (3) introduces a
frecsh sub-section (6) by way of addition to the sub-scctions of sec-
tion 18. In my judgment the result of the language of the addition 1<
this: that primd faeir the other sub-sections of section 18 apply to a
proceerling by way of originating summons under the new sub-section
sabstantially as they apply to an application by way of petition under
the original section 18, and, thercfure, I am of opinton that the Court
has jurisdiction to hear and deal with this application, although it is
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some three years after the expirvation of the patent, and although it i~
by orviginating summons, and not Ly way of petition.

The question whether the Court rmeht to excrcise its discretion is
one which will depend entirely upon the facts of the case, and T do naot
now propose to say anything about that. What must take place is
that the application be now referred to Chambers for the purpose of
advertisements being issued tn ovder to give an opportunity to persons
who would be affected by the extension of the Letters Patent of comine
i and having their objections heard. T think that there should be
ample opportunity given for that purpose. This has some bearing on
the question whether the Court ought to say, straight off, that an
application three years after the expiration of the patent is too late.
I do not think the Court ought to say that. 1 think that the Court
ought to rely upon this, thal any persons who will be afiected by the
extension will have an opportunity of being heard after the advertise-
ments have been issueed, and that the Court will be able, if an extension
ts granted, to make the extension upon terms which will protect persons
who may have started manufacture and <o on, or otherwise acted in
reliance apon the circumstance that the patent had expired.

Moritz.—Will your Tordship give any direction now as to whether
acevunts will be necessary ? Your Lordship raised a doubt as to whether
accounts would be necessary. I shounld like to argne that.

SARGANT, J.—1 quite see the matter might possibly stand in this
way—it 18 a mere suggestion—that primd facie a patentee coming by
originating swmmmons 1s not bound to furnish accounts if he chooses to
keep within the express provisions of the sub-section. QOn the other
hand, there may be special circumstances in a particular case which
render accounts necessary.

Moaritz.— At some future stage.

dusten-Cartmell. —No, T hope that point may be left open.

SARGANT J.--T will certainly leave it open as to whether, supposing
very large profits had been made out of a patent, and then there had
been some loss sustained, so that the profits had not been as large as
they would have been, that is a case in which the patentee is given
a right.

Austen-Cartwmell.—That would be my contention.

SARGaNT, J.—I want to leave that entively open. 1 think it is a
most important point.

Austen-Cartmell.—If your Lordship pleases, bocause my contention
is that sub-section (8) is independent of the new sub-section which 1is
substituted for sub-scetion (4).

SARGANT, J.—1 quite appreciata that, but I can quite see that there
are certain cases in which the [urnishing of accounts might not be
necessary. [ will not say that generally the furnishing of accounts is
not necessary.

Moritz.—Does your Lordship intend that these cases should go into
the Witness List ?

Austen-Curtmell.—I hope so.

SARGANRT, J.—T1 should think that the cases would be put in the
Witness List, just as cases by petition are.



POST-WADR PATENT PRACTICE. 30

Austen-Cartmell.—1 think as a general rule it would be better that
it should be taken just as a petition.

S&I{GAST’ J#""""'Y'E..S|
Moritz.—1t 15 siinply a guestion of expense.

SARGANT, J.—1 want to do everything to diminish expense. 1t is
quite obvious that the intention of this statutory provision was that in
these particular cases there should be less costs incurred, as a rule,
than in proceedings by petition. But 1 do not think 1 could possibly
hear an originating sumions of that kind in Chambers,

dusten-Cartmell.—No, not in Chambers.

SarcaNtT, J.-—1 could not hear it on Mouday in Chambers; that
would mean it being adjourned into Court.

Moritz.—My enquiry was whether sunply in the first instance your
Lordship would not say that it could be tried on affidavit evidence, and
then, if necessary, have witnesses.

Sancant, J.—~1 think, primd facte, being by originating summons, it
woulil be tried on affidavit evidence.

Austen-Cartmell. —1 was going to suggest that.

SARGANT, J.~—That would of course probablv save expense. The case
would be made by affidavit, but of course an application might b
made to cross-examuine.

dusten-Cartmell —-That is what 1 was going to suggest.

SARGANT, J.—In a particular case 1t would be competent to the
Court to say that it should be adjourned into Court to be heard with
witnesses, but primda fueie it would be first on afidavit evidence.

Auvsten-Cartmell.—Prinnd fucte it would be on afhidavit evidence,
with a right on the part of the Law Officer or any other person to
make any application to cross-examine. In fact the same procedure
would be adopted, 1 apprehend, or I suggest, as is adopted in Trade
Mark Cases, where many of them go without cross-examanation, but
the Registrar has always heen allowed to c¢ross-exanmine.

Sarcant, J.-——That may practically be so. ¥What occurs to me is
this—that, when the Legislature said that these applications were to
ve made by way of originating summons, it was intended that the
aeneral procedure of the Chancery Division with regard to originating
summonses should be followed,

Austen-Cartmmell.-—~Yes, but I understand that these summonses
would, as a matier of course, be adjonrned into Court.

SARGANT, J.—T think so. It might be that in any particular case
where no one appeared, and there may be & good many I should think,
where nobody opposes, and where the Comptroller does not oppose, it
could be dealt with in Chambers.

Austen-Cartmell..—Yes, but 1 expect those cases would not be very
numerous.

SARGANT, J.—No, T think I can say that the ordinary practice of
originating sunnmonses would be followed.

Austen-Cuartnmell, -1 think reallv what my friend had in his mind
was that your Lordship would take them in the same way that you
take petitions—iix a special day for thewm, or something of that sort,
in case the Law Officers appeared.
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Mormtz.—No, T was only seeking to avoid, unless necessity arvises for
it, having oral evidence.

Saneavt, J.—I think that 1n a great many cases oral evidence will
not be necessary.,

On  February 24th, 1820, the patentee applied by originatin
summons asking that, if necessary, the period within which applica-
tion might Le made for the extension of the term of the patent, or for
the grant of a new piutent in respect theveof, might be extended ; and
that the term of the patent might be extended, or that an order might
be made granting to the patentee o new patent for such a term as
might be specified therein, An affidavit in support of the summons
was made by the patentee. The summons was adjourned into Court,
and came hefore Mr., Justice Sargant on April 156th, 1920. It was
held that the Court had jurisdiction to enlarge the time for application
to any extent that it might in its diseretion think fit, although the
application was made by originating summons,  The application wa
referced to Chambers for the purpose of wdvertisements being issued
in order to give tu persons who would be affected by the extension of the
term of the patent an opportunity of having their ohjections heard.

The summons, which first came into the List on June 16th, 1920,
when the date for hearing was settled, came befove My Justice Sargant
on July 7th, 1920,

B, Morits (instructed by Bristowe, Cooke & Carpmael) appeared for
the patentee; J. Adusten-Curtmell (instructed by the Solicitor to the
Board of Trade) appeared for the Comptroller-General.

Moritz, for the patentee.—The Court has decided that the mere fact
that the patent expired three years ago is not necessarily fatal to an
application for extension under the new enactment. No one has come
in to oppose the application. Datents are being renewed at the Patent
Office to the extent of thirty or forty a day, under the Emergency
Rules and the Peace Treaty. Under the Rules, the Court has power
to impose conditions. The patentee 1x the managing divector of Wm.
Simons & Co., Ltd.,, by whom all vessels embodying the inventions
forming the subject of the patent have been constructed. He did not
make any attempt to apply by petition for extension because he
thought he would not have any chance under that procedure. His
shipbuilding yard was a controlled establishment up to the issue of the
summons. He gave a free licence to his company, and got his payment
from his 80 per cent. of the profits. [Sarcaxnt, J.—1le did not suffer
any damage as patentee.] Al that that meauns is in connection with
the patent; if he had assigned the patent to his company and he and
the company had come forward, there would not have been any
objection. [SarcasT, J.—No one ever took a licence; the shipbuilders
do not seem to have appreciated the value of the patent; so there is
not much force in the fact that no one has come furward to oppose. ]
Want of merit is not material. [Sarcast, J.—The patentee’s interest
is that of a sharcholder, not of a patentee.] 1If the words of the sub-
section are to be strictly construed, the effect of the sub-section will be
narrowed very much; and the inferpretation will count against many
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patentees. The patentee says that the patent would be valuable

to him,

dunsten-Cortmell, for the Comptroller.—An application at so long a
time after the expiration of the patent cannot be entertained.
[iSAHG:\\:'l‘, J.-—1 do not want to deerde b]'n:u‘l]}" that 1n no case will 1
cranl an extenston after the patent has expired.] If the patent had been
worth very muel, an apphication would have been made by petition to
extend it.  An applieation for extension must he based on what
happened before the patent expived. It has not been shown that there
has been any loss at all. The patentee has not shown that his company
conld liave built a vessel a year,

SarcaxTt, J.-—Thi~ is an application under the new Act for an exten-
sion of the tevm of a patent, I do not propose to decide this on any
very general principles, because 1 think, on the particular facts of the
application, it s a very weak case to say the least of it. The
application is by Mr. William Brown, wha is a Jarge shaveholder in,
and, with his family, owns about 80 per eent. of the capital of, a
ceotnpany catledl William Simons & Co,, Ltd., and he had a patent in
connection with the building of dredging vessels,  His patent expired
in December, 1916, and his case for relief is expressed in this way.
He says:—'" Up to the outbreak of hostilities the said company built
on an averayge about one dredging vessel a vear embodying my patent,
and in the ordinary course of business completed one such vessel in 1914
and another by special permission of the Ministry in 1916, In July,
the company became a controlled establishment. That practically, 1
think, shows what his loss was. The loss was that one vessel, if the
former practice of the company had been maintained, wounld have been
nmaintained, would have been built in 1816, and in consequence of the
war that vessel was not built.

But, boyond thﬂ.t, it does not appear to me that R’y loss that he
suffered was his loss as patentee or was other than his loss as a share-
holder of the company, in comnmon with the other shaveholders in the
company. His position as patentee was obviously not veryv strong, in
this sense that he never seems to have licensed any other person or
company to build under the patent. Turthermore, he never licensed
his own company and, in the coneluding paragraph of his affidavit, he
says:—*'* My interest in profits derived from working under the said
patent or any extension thereof consists in the fact that I permitted
and should continue to permit the said company to manufacture there-
under as sole and exclusive licensees and gained and wonld continue
to gain my advantage from the enhanced profits of the company
thereby earned. My brothers and T and iy family own about 80 per
cent. of the issued ordinary share capital of the said company.” It
1s perfectly clear that what he is claiming is a loss which he has
sustained, not as patentee but as one of the shareholders in the com-
pany, and a loss sustained, as T think, because his company, in common
with other shipping companies, was precluded from building a ship,
nnt because the company was precluded from building a ship with
certain patent rights attaching to the ship so built.

I think T onght to add this. Without saying that it is impossible
to grant a renewal of a patent under this legislation when the patent
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has expired three yeavs before the application, it seems to me that it
would have to be a very speciil case indeed for snch a grant to be
minde at that distance of time. T do not know whether any such case
could ever Le wade. Without saving more, 1T am yuite clear that this
case 1s not a special case of that hind, and that I should not be doing
right in extending this patent now for the term of one year, or possibly
eighteen months, which would be the very utmost to which, on any
showing, the patentee could be entitled. I am compelled therefore to
refuse this application.

Ix 148 Hivlg Court or Joustice. —CHANCERY Division,

Defore MR, JUSTICE SARGANT.
June 16th, and July 7th and 30th, 1920.

I[N THE MATTER oF DAviIDsonN's PATENTS,
Ix o MATTER orF Gasrin’'s PaTtenTs,

Judgment was reserved, and was delivered on July 30th, 1920.

SARGANT, J.—-Both these applications are made by originating sum-
mons under the additional provisions which, by section 7 of the
Patents and Designs Act, 1919, have been introduced into section 18 of
the Patents and Desiguns Act, 1907, ax sub-section (6) of that section.
in the first case the application is for the extension of eight several
patents granted o the years 1911 to 1915 inclusive; and in the secoml
case the like application & made in respect of three patents dated in
the years 1912 to 1916 inclusive. In each case, therefore, the applica-
tion is made a long time before the expiration of any of the patents
in question, and in each case objection is taken by the Comptroller
that the question of extension onght not to be dealt with till shortly
before the expiration of the patents sought to be extended. The
question thus raised is one that will affect a larvge number of applica-
tions pending and prospective, and on which I understand that there
has been some difference of opinion amongst those specially conversant
with, or engaged in, these matters. It is for this veason, rather from
any real doubt, that 1 have reserved judgment.

In considering the effect of section 7 of the Act of 1919, the first and
most important featuve 15 that the section operates not by way of
independent enactment but by way of addition to and insertion in
section 18 of the Act of 1907. And further, in making this addition,
the Legislature had definitely in mind the question of the appropriate
time for making applications for extension since a proviso 15 added to
sub-section (1) of the original section for the purpose of extending the
time previously fixed for the presentation of petitions. 1t 18 therefore
reasonably clear that, except so far as alterations are expressly intro-
duced, or are necessarily involved, an extension under the new
procedure by originating summons was intended to be apphied for and
cranted on the same general lines, in relation to time and otherwise,
as thuse on which extensions had previously been dealt with, though
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no doubt by a cheaper procedure. Nothing was better settled as regaris
the existing practice 1n relation o extensions than that they ought nat
tr be applied for until very shortly before the «ix months prior to the
expiration of the patents in guestion, And there is therefore stroag
prima  facte ground for concluding that extenstons by originaring
summons should also be sought at or about the same period.

But it was argued that the sole reason for insisting that petitions
should be presented shortly before the expiration of a patent was that
the Court might be inoa position to judge of the adequacy of the
remuneration of the patentee, and that, in the ease of applications
under the new sub-scetion (6), inadequacy of remuncration s not w
relevant factor.  This argument involves reading the word * may "
fowards the end of the new sub-section as being equivatent to ¢ <hall,’
and 1 do not think that this constraction s admmissible. Inomy view
the word ' may ' in the new sub-section (6) 15 used in express contrast
with the word “shall ” towards the beginning of sub-section (8); and
the effect of sub-section (6) is merely to give the Court a power and
diseretion ta disregard tn appropriate cases the considerations which
the Court 1s otherwise bound ta l'egﬂ.}‘(l under sub-sectio (4). Therve
jray thus be many cases in which the Court will, in the exercise of its
diseretion, have regard solely to the loss and damage suffered by the
patentee.  On the other hand, there may well be other cases ander sul)-
section (6) where the remuneration of the patentee has been altogether
excessive, or the patentee has been quite inert, or the extension might
ba hikely to be injurious to the industry of the country, or where theve
are other eircumstances markedly unfavourable to an extension; aad
in such cases the Court might not be justifted 1n arriving at ats
deciston 1n considering sulely the loss or damage suffered by the
patentee.  And it is in general impossibde to Judge in which way the
Court sheuld exercise its discretion until a patent has nearly expived
I'urther, when the new sub-section (8) speaks of i appearing to the
Court that the patentee as such has suffered loss oy damage, it seems to
me that the sub-section must be taken to refer to loss or damage
suffered during the whole terin of the patent, and not merely Lo loss
or damage suffered during a portion of that peried. It may well be
that, in certain cases, though a patentec has; down to the present
time, suffered loss or damage by reason of the war, the loss or damage
may, prior to the expiration of the patent, be made good in whole or
part, or even be converted into a gain by reason of subsequent ctreum-
stances also arising out of or in connection with the war. T do not
think that a reading of the section would be justitied under which i
patentee, who thought he was approaching the end of his losses as a
piatentee and had expectations of recouping the whole or part of those
jnsses, should be at liberty to select such a time {or his application to
the Court as would enable him to prove the masumum amonnt of loss
and obtain the maximum extension of lits patont.

It may further be observed that a system under which applications
of the kind should be entertained at a comparatively carly period in
the life of a patent would result in the prolongation of a large number
of patents with very hittle ultimate benefit to the patentees, but with
considerable inconvenience to the public.  Many patents which wewn,

4
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in their enrly vears, to be worth an application for extension, muay,
lowards the end of their original lives, be recognised as being obsolete
or superseded or otherwise not worth the trouble and expense of any
such application. It wondd be highly inadvisable that the lives of
patents of Lhiv kind should have been prolonged previous o the
discovery of their compnrutive worthlessness,

The advantages urged for considering the matter at once were ninly
these o First, that it would be, or might he, more cagy to prove loss op
Jdaumage shovtly after it had oecurred than at a Inter periad; and,
secondly, that it would be convenient to the patentoes £y know al an
citbly stuge what comumercial interest they had o dispose of {0 purs
chasers, T feel the weight of those considerafions, but they ape
considerations of convenence only and 1 do not think that they are
suflicient to counterhalanee the reasons alveady given,

[For these reasons T am of opinion that, as a genceal rule, at least,
applications under the new subesection should, Titke those noder the
previous praceiee, be made quite a short Lime before the expiration of
the patents in guestion ) amd T odo not find, in cither of the cases now
in question, any special etreumstanees suflicient Lo justify o departure
from the general rule. Indeed;, the cases in o which such o departure
would be justified are probably vory rarve, to say the least,

As these apphications are the first ol the kind, and the practice has
nol hitherto been setthad, 1 do not disimiss them, but wervely diveet that
they stand over generittly, with liberty to the applicants in cach case to
apply Lo rextore at o later date,

Soe drthoge Colefur, KoO.—Xy Lord, that <umply menns there will
e no Order, exeept that the application stands over till a date, as
your Lordship has indicated, nearver the time for the expiratton of
the patent.

Sancant, J.—Yuvs

Sie Avthury Colefur, KC.<There is one question that T desive to
ratse, that is, 1T ask vonr Lovdship for leave to appeal. 1T know there
1s some questton about the right to appeal. OF course, T quite appre-
ciale that, =0 far as vour Lovdship’s deetsion as to the result of an
application is concerned, of refusing extension, or extension for two
vears or three vears or whatever it muy be, there ts no appeal as o
that ; but, on the other hand, the question here is, as your Lordship
appreciates, of great importance,

SARCANT, J.—1 do nol know whether 1 can give leave to appeal so
as to be an eoffective leave to appeal vr not; but 1 recopnise 1L 15 a case
of great impertance. and 1 should desire that, 1f  possible, t{he
applicants should have the opinion of the Conrt of Appeal

Sir Arthur Colefar, K.C.—We must take our own risk,
SARGANT, J.—80 far as 1 can give leave to appeal, I give leave in
both tho cases.
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Is 11 Countt oF APPLalL.

Before Tug Master or tie Ronns ANp Loans Justices WARRINGTON
AN YOUNGER,

October 25th aud 26th, 1020,
I e Marren o Davipsos’s DPATENTS,

Connsel for the respondent were not ealled upon.

Lo STERNDALE, M, R.—1 regret extremely the decision to which | feel
bound to come in this case, and if there s any way of diseovering that we
arewrong, anditisdiscovired that we arve, Ishall certainly not he sirry,
because the result is that the point raised cannot be eonsidered inthe Conrt
of Appeal, and therefore, of course, cannot be considered 10 the Honse
of Lovds, The poinb s, tao my mined, & very important one indesd, as it
wis to the mind of the learned Judge tn the Court below s it i- whether
there is, or is not, an appeal from what Mo Justice Sarvant Clid - ta
use o neatral term for the mement—-on the hearing of o saummons
nnder the Patents and Destgns et of 1919, The summons wias tiken
out for the prolongation of the appellant’s patents on the ground of
his having sustained loss or damage by reason of hostilities hetween
Flis Majesty and o foreign State. Moy, Justice Sargant came to the
conclusion, for reasons which he gave, and to which 1 shall refer so
far as 1L 18 necessary and proper, considering that we are not hearing
the appeal, that on the construction of the Statute before him, the
summons had been raken out {oo soon, and that it wa< right that it
should be dealt with under the old practice as to petitions for pro-
longation of patents, namely, that such a petition should not be
heard until some iime near to the expiration of the palent.  ile
thoucht that was a general rule, and saw no special civenmsfance in
this case to {ake ib ont of the rule. e thereiore made an order 1n the
tollowing {erms:—*" This Court doth not now think fiv to muake any
order on the said application, but dothy order that the same do stand
over nntil o day neaver to the expiration of the above-mentioned
Lefters Patent with Tiberty Lo apply to restore.”  That ovder s, 1o my
mind, a dectsion that the application was premature, and for that
reison ouwght to staml over,

The first point, perhaps, with which | onght to deal 1< this: s that
a decision? In my opinion, it clearly is, A decision that an applhica-
tion is premature and therefore must «tand over is, in my opinion, a
deciston on the application.

The sections under which the matter avises arve section 18 of the Patents
and Designs Act, 1907, section 92, sub-sectinn (2) of the same Act, and
section 7, sub-seciion (3) of the atents and Duesigns Act, 1818, which 1z an
amending section tosection 18, I necd not read section 18 at any length,
It enables a patentee to ask for an extension of his patent. By =ub-
seetion (4) it is provided that ¢ the Court, in considering its decision,
shall have regavcd to the nature and merits of the invention in relation
to the public, to the profits made by the patentee as such, and to all
the circumstances of the case’  Therefore, the Court in hearing the
application has to consider all the circwmstances of the case, including
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those which are specially mentioned,  Seetton 920 subeseetion (2), as
it stood originally, was to this effect o that © Where by vivtne of this
Act o decision of the Compteoller ie snbject (oo an appeil to the Court,
ar o petition may he referped or o preesested to the Conet, the lpppe ¥
shialdl, cubjeet to and in accordanee with rales of the Supreme Court,
be tnade and the petition be reforred or presented to suelt Judge of the
High Conrt ax the Lord Chooeellor may seleet for the purpose, and
thee decision of that Jdadge shall b final, exeept in the case of an
:1|:|u':|.| from o dectston of the i'ﬂlll}lll‘ll“l'l' et ‘.'Hk‘lll'l., 4 putent on .lln'
L{l‘frllllll o whielh the griant of stiehy [nlli‘li{ Illl"lll hitve hoen ”[llll)"*l'li
The Act of 1910 by wectoon 7 (aftor waking coertain smendments which
are ot relesiont o this matter) provides o subeseetion (3) 0 AL the
cmd of the wiane <ection ™' -t sy seetion 18 of the prineipal Act.
ol Tollowing subesection shidl be gudded oo (6) Where, by reison ot
hostilitios between His Majesty and any foreien State, the patentee s
sucht has suffered oseor damige (inelinding loss of opportunity ol
deading inor developing his imvention owing o bis having been engaged
i work o national antportanee conneeteld with suel IIHHHIIHUH) i
:l]l]llllhlll'rll under this seetion FHHA e tsuado iy -Ill,lrmmu, S~
instewd of by petitton, and the Conrt in mnunlump s dectsion nay
have regard solely to the lossovdamage sosuffered by the patentee A
Pt seems toone that the matters mentioned tn the new saheseetion {0),
ey, the saffering of tose or damawe wonld hive heen etvcanstanees
which the Court without any sueh sub-setivnr wonld have considered,
amongst others, under section 18 of the preinoipal Acty aud the resuit
af this eniectment i this subeseetion seems to me (o be thic: {onmerly,
the matters conbd, amongst others, have been beonght before the Coun
vopetttion s they could not Eave been bronght in any other wayv,  The
i hesaction [rnnrlm, fivst, that they ean he brought in another way,
tatmely, Ly ornginating sumpons tnstewd of by petition s and, seeondly,
that, whern s brought, the Court may have regard solely to the cireun-
stances of losg or ||:lnl;'lj._.:l‘, aml 15 not Hllligull to vonshier the other
civenmstances which are mentioned or alluded 1o 1n section 18, That
oIS Lo nre oo be the meaming of that sub-~ection,

There t~ o further provision in the Schedule to the Act of 1918,
which ¢ catled a Schedule of minor amendments, and the resuie s
that sub-section (2) of seetion 92 of the principal Act now reads i
this way : * Where by virtee of this Act o deeision of the Comptrallen
1= subject to an appeal to the Courtd, or a petition may be referved or
precenterll to the Court, the appeal shall, except n the case of 2
petition for the revocatton of o patent under section 20 of this Act,
and subjeet to and an accordance with rales of the Supreme Court, e
iade and the petition referred or presented to such Jwldge of the High
Court as the Lord Chaneellor may seleet for the purpose t an appenl
chall not e from any decision of such Judee exeept in the case of an
erder revoking or confirming the revocation of o patent.”’ The learned
Judge decided, as T ouuderstand, that the word amay?” in section 7
of the Act of 1919, or rvather, | should more correctly sav, 1n sub-
seetion (O) of seetion 18 of the prinectpal Act, which is enacted by
~eetion 7, subesection (3) of the Act of 1919, was not to Le construed as
iaperative, as was argued Lefore himg it was not to be construed as
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Chall have regard sololy to the Toss or damage so suffored by the
]nlvntu' "3 ey, therefore, thought that he coulid consider the other
circumstances mentioned in section 18 of the principal Aet, and that,
as e t‘.‘lillnll {‘.HIIHIIL'I' lln.m, llw prroper lhlllp, Wils nob o ht‘lll‘ thie S1in-
mats until near the w\pit'tbiun of the patent, becanse he thought that
be might have Lo take indo eonsideration the advantages to the patenite
after the cessiation of hostilitios as qualifying or modifying the loss or
divmuge stustained daring the period of hostilities.  The matter has not
beet argued before us, mud therefore T shadl say nothing mare ghout
that part of the dectston than this: that it s a matter of very great
pnportance, and that it s o matier upon which there may very well
b different opinionsy aml it s unfortunate, 1wy opinion, that there
can e no appeal agninst s but 1 think there cannot be for ths
resson,  This, as [ hose aleeady said, i toomy mind a0 decision, A
decision that o suntmons s premature awd must therefore stand over
to be heard ot o fubtaee date ds, inomy opinion, a decision on the
sttiumons, | though at one tune that something might have been mara
af the words “the deciston ” in section 92, subeseetion (2) of the prin.
cipal Act. 1 thought it might be said—and T was rather atiractad by
it, as b oshould prefer that there should e an appeal--that * the
decigion ™ meant. the final deeision, and that the appenl was only
taken awny in the ease of the final decigsion,  That would have led, of
cotirae, fooa very anomatous result, because 1t would have meant this:
Thut there was no appeal from the final decision on a very important
point, bud there might tooan appeal to this Court, and (o the Honse af
Pords, wpon every anstenihieant point declded on an interlocutory
applieation on the same matter. But it seems o me that ANy argu-
ment that eonld be deawn from that expression i< entively vor rid of
by the amendment mentioned e the Schednle to the Art of 1919, 1
o not know that 1t was intended {0 make any alteration of the Jaw:
it miy have been intended sinply o deal with the same deeision as
the principai Aety bnt, however that moay be, it mahes it quite elear
that 1L 12 nob one deciston, and one odeciston only, which has to e
constrlored, but any deciston of the Juadge on o saimmons, becsuse it s
an o appeal shall por he from aony decision of suele Judge exeept i
the ease of an order revoking or eonfirming the revoration of a patent.”
That seemis to me to make it clear that there 18 no tppead in this e,
s a0 deciston of the Judge upon the sununons, and it eoanes direedds
within the words ““an appeal shall not lie from any deeision of «uych
Judge T—excopt in one particniar ease.

The vffect of the new subesection 15, as 1T have savd, only to de twe
things; to enable the applicant {o procesd by summons instead of being
bound io procecd by pefition, and to enable the Judge to deal with only
certain ctrenmstances, instead of all the circumstances. It dees not
cive any new jurisdiction, except in atlowing the Judge to deal with
one sob of cirenmstances only o it nerely gives a new procedure. The
words of the sub-section are foo strong for uz to get over, amd, for
these: reasons, | think that no appeal lies against this decision, and
that this appeal must be Jismissed.

Warniveron, L)1 am of the same opinion. 1 join in the regret
expressed by the Master of the Rolls at being compelled 1o hold that
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no appeal Nes in the present case; hecause the decision of Mr. Justies
Sargant is one of the utmost importance to patentees who have suffered
the particular Josses referved to an section 7 of the Act of 18919,
inasiuch  as, i it s acted on, it prevents them from olbtaining
immediate relief in respect of those losses, and it 15 o decision about
which, inasmuch as we have not heard the argument, 1 will say n.
more than the Master of the Rolls has said, vamely, that it is «
decision as to which there may well be different opinions; but T feul
myself compelled to come to the conclusion that uo appeal from it lies
to this Court,

The guestion, and the only gquestion, T think, v this: Whether on
the true construction of section 92, sub-section (2) of the Patents aad
Designs Nct, 1907, as mmmended by the Patents and Designs Aet, 1619,
and in the events which have happened, an appeal lies trom the order
i question, which dirvects, for reasons of weight, founded on the con-
struction and effeet of section 7, suli-section (3) of the Act of 1919 and
the other material sections, and of expedivncy, having regard to the
natire of the jurisdiction with which the Judge was dealing, that the
application before him should stand over gencrvally as having, in his
view, SO lll‘u%llh'll [tl‘&lllmlll‘t']}'.

The question turns, as [ have said, on the trae construction of
seetion 92, sab-section (2) of the Patents and Pesigus Act of 1907 as
amended by the Act of 19195 but 1 order to understand the true con-
struction of that section 1t is necessary to retor to the section under
which the application in question was made to the Court. That
section is scction 18 of the Aet of 1907 as amended by seetion 7, sub.-
section (3) of the Act of 18195 and I propose to read that seetion as
amended, not to read the seetion first as unamended and theps the
amendment, but to read it as it stands at the present time, omitting,
ol ecourse, immaterial provisions.  Section 18 runs in these termas:
“(1) A patentee may, after advertising” in the manner mentioued,
‘“present a petition to the Court praying that his patent may be
extended for a further term, but such petition mnst be presented at
least six months before the term hmited for the expiration of the
patent.”” 1 will owit sub-sections (2) and (3), as being rrelevant to
the present question, and I come to sub-section (d): **'The Court, in
considering its decision, shall have regard to the nature and merits
of the invention in rvelation to the publie, to the profits made by the
patenfee as such, and to all the circumstances of the case.” It there-
fore prescribes in imperative terms to what the Judge shall have regard
in eomnsidering his decision, and, in particulay, the Conrt i1s to hove
regard to all the circumstances of the case. [ omit sub-section (9),
which pravides for the velief which the Court may grant in such cases;
and | come lo sub-section (6), which is the sub-section introduced by
amendmoent: “ Where, by reason of hostilities between His Majesty
and any foreign State, the patentee as such has sufferad loss or damage
(including loss of opportunity of dealing in vr developing his invendon
owing to his having been engaged in work of natisnal ymportance con-
nected with such hostilities) an application under this section ’--that
ig, an application under sub-section (1), which is for au extension of
the patent—'‘may be made by originating summons instead of hy
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petition, and the Court in considering its deecision may have regard
solely to the loss or damage so suffered Ly the patentee.” There are
two points of importance which arvise upon that sub-section,  The first
of these 15 that, where the patentee has sufferad a particular loss, he
may mase his anplication for extension not only by petition, as was
provided in the original Act, oy as 12 provided in the existing sub-
section (1), but he may wmake the application, if he pleases, by
originating summons instead of petition; and under that provision the
originating summons for extension may be for extension on any of
the grounds on which, under section 18, he wmay bLe entitled to extens
sion, amd is not lmited to the parvticulay gronnd wentioned in cabe.
cectiont (6). The soond point which arises upon the eonstruction of
the seetion as o whole, as amended, 1s thix: 1t 15 emtended that an
this pm*tiuulm‘ forn of il]lplii'm'lun b_\‘ nrigiuuting Sttintions  untdey
sub-section (6) the Judge 1s compelled to have vegard only to the
particular loss or damage mentioned in the sub-section. 1 canuot
accept that contention. Tt seems o me again, when one adopts whn
to my mind is the only legitimate course, and reads the seetion as a
whole, as amended, the true effect of sub-sections (3) and (6). together,
is thiv: that, whereas if the patentee has not procecded as 1= provided
by snbe-section (6), or, at auy rate, if he has not <uffered the pardeutar
loss o1 damage there specified, the Court i1s bound to have vegard o
all the circumstances of the case where he does bring himsel! within
sib-cection (6) the Court is at liberty, if it pleases; to veject all the
other civcumstances and to have rvegard to this particular enicumstance
only ; but there 1s nothing to prevent the Judge, if he pleases, from
having regard to all the creamstances of the case, and for obvious
reasens, hecanse there may be clrenmstances whieh would materially
affect the importance of the partieninr loss or damage which the
patentee is said to have sufiered,

With those prdliminary observations as w0 the construction of
section 7, sub-section (3), which seemn to ne 100 he materinl on the
constriciion of seetion 92, subesectton (2), 1 eoue 0 section 92, sul-
section (2), and I propose to take the smne course with regard to that
as I have taken with regard to the other cection, and 1o read 1t gs-
amended by the Act of 1919, The amendment i~ done in a curtns
way., Section 20 of the Act of 1019 ix in these terms: *° The amend-
ments specified 1n the second eolnmn of the Schedale to this Aet, whidh
relate to minor detaile, shall be made v the provisions of the prineipa
Act specificd in the first colomn of that Schedule”™ T will read
section 92, sube-section (2) as pmended:  Where by vivtne of  thas
Act as decision of the Comptroller 18 subjeet to an apypenl to the Conrt,
or a petition way Le referred or presented to the Coury the appeal
shall, except 11f the ease of a petition {or the revocation of @ patent
under section 25 of this Act, and subject to ang in aceordance with
rules of the Supreme Court, Le made and the petitton veferved ov
presented to such Judge of the thigh Court as the Lord Chaneelloy may
select for the purpose; an appeal shall not hie from any decision of
cuch Judge except in the case of an order revoking vr confivning the
revocation of a ]:atc:nt.”

Before T come to the question we have to decide, T will point out
one or two things which seem to me to be of Imporiance under that
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section.  fn the first place, the petitions which are to be referred to
the spectal Judeo are nol to include petitions for revocation of
patent. under seclion 25, That takes away, therefore, from the
;.{vtml‘:tlity of the |H.!titilm$ which are to be veferred to the ln;n'ticu]m*
Judge, petitions for revocation; they may go to any Judge: they are
not eonfined to the special Judge; and that has a considerable bearing
on the exception from the provision that no appeal shall lie from any
decision. There is only one exception, and that is 1o the case of an
order revoking or confirming the revocation of a patent. It is obvious
why that excepltion was inserted s because, otherwise, inasmuch as an
orider revoking or confirmiug the revocation of a patent n..ght be made
by any Judge, it wonld be a mnost extraordinary thing that such an
order made by this particalar Juwdge should not be subjeet to appeal,
whereas an order made by any other Judge would, 1 think the reason
why that exception has heen tnserted is clear. The second point is
this: that in other respects the amendment of seetion 92, suls <ection (2)
tcreases the class of cases in which the decision of that particular
Judge 19 not subject to appeal, because there is now struck -t from
the section the exception tn the ease of an appeal from the decision of
the Comptroller rovoking a patent on any ground on which the grant
oi the patent mivht have been opposed, It may como back again
under tha general words of the exeeption, bhut it is strack out <o far as
that particular provision 1s eoncernell The general efftet 1s that the
Legislature appears {o have intended that ovders Tor yevoeation of
patent should Ine subject to appeal, but that no other decizion of the
Judge should. The words are that no appeal shall Le brought © from
any decision of such Julge™

Two points have been taken in support of the contention that an
avveal will Tie. The first s that o proceeding by wav of originating
sumvmons ddoes o conte within the section, beeause the section only
pre vides for the referenee to the particalay Judge of petitions presenteid
o the Jadue s bt in oy opinion that point 1s answercd when one goes
Lacl, to the new sabi-section of seetion 18 of the principal Aect a:nd finds
that the procedure by originating summons is o be instead of the
setitior, sab-seetion (1) providing for the presentation f the petition,
and sub-seetion (6) providing that the procedure may be hy originaling
stpimons instead of by petition. 1T think {hat the true effect of that
is that in all other respects the proceedine by originating summons
shall be subject {0 the same provisions and to the same rules as the
procecding by petition, and accordingly the originating summons must,
under section 92, sub-zection (2) as amenmded, in my opinion be assigned
to the particular Judge, just as the petition is required to Le presented
to that Judge., The other point taken is that the learned Judge has
given no decision at all.  In my opinion he has given a decision.  le
has, after argument on both sides, come to the conclusion, for reasons
of priuciple which appeared to him to weigh, that the argument on
the one stde onght to prevail and the argument on the other ought not.
To my wind that is giving a decision, and though, as I have said, [
do so with regret, T cannot get out of the words providing that “an
appeal shall not lie from any decicion of such Judge™: and it is still
more difficult to get out of thiwe words than it might otherwise have
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heen by reason of the fact that they are substituted for the words ** the
decision of that Jmdge shall be final.,”"  ** The decision of that Judge ™
might possibly have meant the decision on the merits, but here the
words substituted are so much wider that it it~ impossible, iu my
apinion, to give them thas limited constraction.

The result i, in my opinion, that no appeal lies from the order n
the particular case, and the appeal must therefore be disnissed.

Youscer, Lo, feol constrained, most reluctantly, to arrive at the
same conelusion, and I will confine the few observations which 1 desire
tn make to an expression of my reasons for that veluctance.  An appli-
cant who is given the benefit of what 1 may c¢u't the 1919 Act sub.-
section 1% an apphicant who must be of 4 partionl v quality,  He sy
tee free of all enemy chavacter and assoctation, and it will or nmay b
all the better for him, tf during the hostilities referred to in the
subsection he has been engaged on work of national tmportance,  On
the other hand, that apphicant may have no locus to apply for an
extension of the patent under seetion 18 of the Act of 1907 unamended
vecauss he may, before the time for making that application arises,
have assigned his patent.  Fartier, an applicant who may be entitled
to apply for extension under section 18 as nnamended may be entirely
precluded, by reason of the disability to which T have already referrved,
from applying for any relief at all under the snb-section of the Act
of 1919. In these ciraumstances—-and many others tending in one
direction amit in the other may be mentioned which are deserving of
most serious consideration—it s _clearly of very great mmportance to
detevmine whether the true view of sabi-scetiom (6) of the Act of 1907
i, as the learned Judge has held, that priwd faere an application ander
that sub-section should stand over to be dealt with on the final applica-
tion for extension, when that application may never be made at all,
and when the application, when made, may be one which the applicant
under the now <ub-section wmay himeetf never be competent to make,
That is 4 question of very great importance. [t is recognised by the
learned Judge as being a question of very great importanee.  Itis
further o question upon which, as he says, dJiffercnt opinions have
heen entertained by those who are ¢pmpetent to hold opinions on the
guestion, aml the learned Judge has himself decired that, jor his
assistance in dealing with futuve applications under this sub-section,
he may have the benefit of the views of this Court. In these circum.
stanices, it 1s most unfortunate thai, upon what one 18 constrained o
~ay iz the true construction of section 92, sub-section (2), as amended
by the Act of 1919, this Court is' precluded from affording to the
learned Judge the assistance which he desives.

Nir Arthue Colefar, K. ~=There 1% one point 1 ought to mention.
Your Dordship said the appeal wonld be disinissed with costs,

Lorp Sterypace, M.R.—That was wrong.

Nir drthur Colefar, K.C.—1f your Tordship pleases, because in the
rules relating to the procedure by originating summons, rulg () pro-
vides as follows :—** The Comptroiler and the Board of Trade shall not
e entitled to any costs on or in relation to their appearance, opposition
or intervention in the matter of any sach originating summons as
aforesaid.”
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[N e et Covry or JUsTice--CasceEry Division,
Before Myo Jusiien Sancast,
Nuovember 2id, 1820,

Iy 1aE MATTER oF AN Avrniearion oy iy Useiteh VeLVET
CUTTERS ASssoctation, Law.

SARGANT, J.-=This i« an upplication for the extension of a patent
which expived in May, 1919, and is made wnder the provision inteo.
duced by the Patents and Designs Aet, 19819, us subsection (6) into
section 18 of the Patents and Dosigns Act, 1807, the material words of
which are: * Where, by reason of hostilitios botween s Majesty and
any foreign State, the patentee ax such has suffered loss or damage
(including loss of opportunity of dealing in or developing his invention
owing 14 his having been ongageq 1n work of national nnportance
connected with such hostifities) an application under this section may
be made by originating suminons tustead of by petition, and the Court
in considering its deeision may have regard solely o the Joss or damage
ao snflered by the patentee.”  The applicants are coming for an exten-
sion solely on the ground of the loss or damnge suffered by reazon of
the hostilities, and the Crown has nol taken any objection to that
cattse being seyregated from the other causes by virtue of which applica.
tior:s are made Tor extension. [t seoms to nie cminently o proper case
1o be bronght under the particular sub-section, and in respeet of that
one souree of loss or damage,

The patent in question was in orespect of certinn achinery for
cutting the pile of wool, velvet, or the like, or cavded pile velvet fabries.
The patentees, who are coming for relief, are the assignees of the
original patent, and were themselves engaged in the production of the
coods in question by means of the patentad process. They also expectd,
as patentecs, to derive, and were deviving, somoe profit from the sale
of machines to foreign countries for the purhose of use abroad, but
they kept o monupoly of the production of these guods within the
United Kingdom in thetr own hawds. The evidence i< clear that the
result of the war was gradually to pestrict the nuwmber ol machines
that thev could have manuinciured and delivered o them for the
purpose of using their process, aud there is alsu nucontradicted evidence
that the number of machines which were exported dinmnished.  The
wain ohjection raised by the Crown is that the loss or damage wus
suffered by the patentees not as patentees, hut as manutacturers. ]
acree with that contention to ihis extent, that a considerable part of
the loss or damage suffered by the patentees wans andoubtedly suffered
hy them in their capacity of manufactuvers as well as in their capacity
of patentees. In  case where the ofiect of a patent 1s to reduce the
cost. of production of the goods, ax was done here, without, as far as [
know, affecting their quality, it is clear thae the prolits of the manu-
facturer, who is a monopolist in the use of that patent, can be divided
into two heads, namely, first the ordinary manufacturing profits which
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he enjoys incommon with his competitors, md assaming that he sells at.
the nornal prices current in the trade; and seeondly tho extra profits
which he gaine by voason of his eosts of production being ehvoapened
hy the employment of the patent. D think it would b wrong to say
that, beeause those profits are not in faet segregated from each other
in Wi accounts, bty Loy tso0 toxs stmply sud solely ay o manu{acturer,
and is not o doso e a patentees Tt seems too e that he s saffering
i osueh ooease o fors s oo patentec s well as o foss as o manufacturer.
Of coursy, the matter i« stitl eleaver with wegned 1o the Joss that was
iffered o vegavd to the manufactare of machines to be sold albioad,

Then it is <aid op behalf of the Crown: But here this patentee was
attly suffering loss in common with all His Majesty's suabjeets who had
their trade amd business interfered with by the ocenrrence of the war,
That s gquite trae, but peverthietess relief s provided under  the
vtion i ospite of that, The section expressly provides, as T oread iy,
that in respect of the particutar foss of a patentey as such, the Court may
nnd ought to grant redief, although the patentee has sufferod his loss in
cammuon with the other losses suffeved by other members of the community.
I the function of the Court in such o case as this were (o be to qssess
the compuensation which onght to bhe patd Lo the patentee, no doubt the
problem would be an execedingly dithenlt and complicated one; but it
i« {0 be obeorved that the compensation which 18 to be pranted by the
Court to the patentee t¢ of the same restricted character as the character
of the capacity in which the patentee has suffered loss, The result of
the concluston thut the patentee has suffered loss as sueh is that the
Court iy to grant an extension to the patentee of his rights as patentee
as such o and if the result will be that the patentee will then, by reason
of that extension, he able also to make profits 1n his ceapacity as mann-
fucturer, there seems after all no objection to that, because incidentally,
he did previous)y suffer fosz not only as o patentee, but as o manufacs
tarer. Tt seems to e that in this case the patentess have suffered
a loss which, on the best estimate that I can forn on the afhdavits, may
be constdered as equivalent to abeut three awd a hali years’ loss of the
working of the patent, and 1 propose to grant an exteusion down to
November 30ih, 1922, practicaliy a little over two years from this date,
which would te exaetly equivalent 1o three and a half yvears from the
expiration of the patent. The pateut expired on May 30th, 1919,
and Ly granting an extension nntil November 30th, 1822, | shall be
grunting an extension of three and a half years. [t reems o me that
i the interval, as Tar as T ean judge, and nothing has been said to
the contrary, between the expivy of the patenu and the present date,
the position of the patentees has been completely preserved; they have
not been exposed to any competition by other persons, and therefore
will, by virtue of the extension ! now propose, praclically get a three
and a hal! years’ extension.

L
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I iy gy Cotrrer or Jusrroe, —Oiasceny Division,
Bifore Muo Jusrier Sarcast.
Novemnber 2nd, 1920,

Is e Marreit or THe MEIHoPoLTTAN A MALGAMATED Iatnway
Canrtack & Wacos Co,, [orne asp Grec's PATESNT.

[ the Matter of Davidson's Palents, $1920] 37 R, 1 (L 145,
distinguished,

SARGANT, Jo—1n this case the applicants are seeking for an exten.
sion of live years of a patent, which is dated October 6th, 1906, for the
production of railway conches by means of the use of pressed steel with
flanges, amd of u certain definite chavacter, The invention appears to
be of the nature of a ploneer invention in this sensy, that although
the use of pressed steel for many purposes has been known for a long
tite, there had been no proposals at all for its wse o sueh o eonnection
ng this.  The applicants are the inventor, Mr. Greg, who is the co-
patentes with the Metvopolitan  Amalgamated Railway Carrlage &
Waugon Co., Ltdl, and o appears “hat, for the production of articles
in accordance with the patent, extremely expensive plant is required.
The modern ratlway coach is sanid {o cost at the present time between
£3,000 and £5,000, and il is quite clear that the plant for the pro.
duction of articles of that kind mnst be necessarily elatwrate and
OX Pensive,

The application is under the new sub-section, and the applicants are
putting forward their case simply and solely upon their having suffered
loss or damage by reason of hostilities, including loss of opportunity
of dealing in or developing the invention owing to the patentee having
been engaged tn work of national importance counccted with such
hostilities, It appears that Mr. Greg, who was a Territorial officer,
was called ap itmmedintely on the ontbreak of hostilities, and that he
remained mobiltsed Gl fowards the end of lhe year 1915, and
from that time forward he was engaged on behall of his company
in the manufacture of munitions of war, including in particular the
tanks, and by reason of that he was entirely unable o devate any time
or attention to the development of his invention. It also appears that
before the commencement of hostilities, while he and his enmpany had
made every offort to canse ratlway companies to adapt this particular
mode of construction, they had not up to that time met with success
to the point of the actual adoption of the system, atthough progress had
been made; and that down to that tune they had not made any profit,
in fact there had bheen a certain amount of loss, It scems to me that
this is a case which comes absolutely and completely within the terms
of the sub-section and especially of those words which are in brackets
in the section, namely: ““including loss of opportuntty of dealing in
or developing his invention owing to his having been engaged in work
of national importance connected with such hostilities.”

The only objection to the application i1s that it was made rather
more than two years belore the expiration of the patent, and that even
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now the time of expiration is nearly two years from tooday,  tn In ore
Davidson's Patent® Jemme 1o the conelusion that as o general rale the
npplications ander this sub-section ought to be made iy the sume way
or uf the stne pertod ax applications by petition under the old practice,
that is to say, shortly before the expiration of the patent, in order that
the Court wight be able to judge all the cireumstaness of the case
and 1 oindicated that it would be onty wuder exceptional eireumstonees
that apphications would be entevtained before that period. Tu oy
judgmoent this 18 one of the ecases 1n which the eirenmstanees are sufii-
ciently excoptivnal to justify the application at the time that it has
boen mide. Tt 1 |u'|‘ful'l|§' cloar i.|lllt. in view of the t,'il't:llllthf.ulu‘:u.‘l, 10}
proflit can possibly beooade before the term when the patent would
ordinarily expire within the next two vears,  The Court is here able
to Judge guite sufliciend]y certainly of what will be the position of the
patentee at the end of the terne of the patent, Farthermore, in view
of the exceptionally expensive character of the plant that wonld have
to be land down, in order to anable the advantages of the patent to be
veiped, the probability s that, unless some extension were granted
now, any such expenditure would have to be deferrved until the renewald
of thic application some eighteen months later, if, indeed, 1t were not
ahandoned altogether, T appears o me that that would be neither in
the interest of those engaged in developing the wnvention or in the
inferest, of the public, 1 thiak that [ ought to deal with this applica-
tion at the present time, and that the term of extension that [ shoulid
crant I8 the fuall term of five vears mentioned in the Act. In the
present cise 14 seetns to nee that there has beon o total loss o the com-
pany of the whole period between the ontbreak of war on August 4ih,
1914, and the termination of hostilities at the time of the Armistice,
and that probably an even longer pertod thany that has been wiped out
from the offective existence of the patent, and 1 think T ought to put
the company and the patentee as far as possible in the position they
previously occupied by vranting the fall termn of extension.

+ [1920) 37 R. P. C. 145.



CLHHAPTER TIT.

NVENTORS AND THE CHOAWN,

The practice under secetion 29 of the principal Acet ix well
known it was not even novel in 1907, but was reproduced in the
Act of that vear as a modifiention of the earlier practice.  Briefly,
tha Crown was pluced on the sume footing us a private infringer
as far s rights were conecerned, hut as regards procedure there
wus an itnportant ditferencee in that there was substituted for un
ordinary putent action a highly inconvenient form of procedure
hetore the Treasurv,  In point of fuet, such matters were tried
before the Chancellor of the FExcheqguer in cases wheve the validity
of the pateut and the wfringement by the Crovwn were not dis-
puted. but where there was o dispute on cither point the rights
of the patentee were vague.  In rare instances, e.q., in the famous
patent of the Wright Drothers, the Government departinent con-
cerned consented to put up o nominal defendant in order that the
question might be tried.

The activity of all Government departiuents during the war
inade came siinpler procedure necessary.  There existed i various
tlv[mrtments committees who recommended service imventors to
smitll awards under certaim cireumstances, but it was felt that
there should be extablished o public tribunal where all persons
who had by their invenuions assisted the Crown during the war
could extablish their elaims either to royvalties lawfully due or to
the finaneial recognition of their services in the form of ex gratia
awards,

Such  « tribunal was set up by Roval Warrants  dated
March lTath, 1919, awd October Hth, 1920, It is provided that
the patentee shall have the option, which is not extended to the
Crown, of following the old section 29 proweadure before the
Treasury, or of presecuting his claim hefore the Royal Commission.
Further, the Comniscion has most important additional powers—

i) whers under Art. 4135 of the King's Regulations the patentee
15 expressiv precluded from claiming royalties; and

(/1) where the elaim does not vrest on o patent at all, hut merely
an mventive services rendered to the (‘'rown.  These cases are
dealt with under clause 5 of the Roval Wirrant of Muarch 19th,
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1019, which gives power to treat these ecases otherwise than on a
m\,nlt\; hasis ln the cranting of awards commensurate with the
cervices rendered,  The mu]nrlt\ of cases which cotne before the
Royal Comnission are clause (8) cases

Caxes not infrequently arise where the Crown does not consider
the patents o question to be valid, or if valid, to have been
nfringed.  In these ¢nses the Roval Commission has held that it
has no jJurisdiction; and it would be obviously inconvenient to try
an igssue of vahidity of a1 patent before & Commission set up for o
ditferent purpose. A practicnl working compromise  can be
reached I wmany cases i the following way: The depurtment
concerned, hb‘ their counter-statement or h}‘ ('(JI'I'(*S[I{H](lEIICU,
indicate that, on a elause (1) application being preferred, an
admission of a gualified nature will be made as to the validity of
{hie patent. The formn of the admission is belleved to have been
ui:pl‘(n'ml h}‘ the Connnission, and isin the l'n]lnwing terms: *° The
voltdity of the letters patent in paragraph 3 of the particulars of
claitn mentioned s admitted apon these terms and these terms
only, viz.: that the Conmanission shall not he bound by the striet
teruis of section 29 of the Patents and Desigus Act, 1907, but
shall be entitled to consider the case hraudly having regurd to the
inventive merit of the said invention and all the circumstances of
the case.” This admission permitz the investization to proceed
on o quasi-rovidty basiz, and an iventor with aomeritorious case
has every reason to be thankful for this highlyv-convenient but
rather illogieal course of procedure.  Naturally this does not.
abways connnend iteell to inventers, cespecially to those who, in
their dealings with Government departments, have felt them-
selves to have been unfairly tllhlh}il Where o 1lt:-pntuwnt 1%
unable to admit either the mlhht\. ot the patent in respect of
which an award s elaimed, r the Imfringeient by the Crown,
and the mventor does not mnwnt to being treated as o elause (8)
appheant for an ex gratic award, the legal position s complicated.
Before April 20nd, 1920, the applicant had not the benefit of
seetton 8 of the new Patent Aet, and it has been held in Hale's
Catents, 37 1L 10 Co 171, by Sargant, J., that this section of the
Act s not retrospective, so that For all Crown infringements up
to April 20rd, 1020, patentees ave 1 legated to the sormewhat
vague remedies which were open to themn before that date. It is
<ubmitted  that there were, and are, at least two practicable
retnedies —-

() The patentee eould bring an action in the Chancery Division,
prestunably against the Attornev-General, for a declaration that
the patent was valid and infringed, and, armed  with  such
declaration, reappoear before the Roval Commnission as o clause (1)
applicant for an award on a rovalty basis:
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(0) HMe could bring u similar aetion aguinst some fivm or manu-
fnebtiror who had been infringing to Govermment order, and then
procced Lo the Roval Comtnission in the smne way,

As wus indicnted ahove, seetion 8 of the 1919 Aet L appeared to
sulve the difficulty, nnmmwll as it guve power to the patentee to
hring sueh disputed questions by consent before the ordinary
Courts for decision ; and it daes not appear feom the Aet that such
11 tmn would necessurily he heard by the spectdly-ussigned Judge,

, indead, i the C Imm'u'y Division at all,  However this way he.
tllu |nmlu...il eifect ol the seetion is diminished by the rule in
Hale's Patents, which makes the procedure inapplicable to the
war infringementy of tho Crown, 'The decision is apparently not
to he appealed, and further legislation is indicated,  The position
has bheen minde {o comne extont less unfavourable for the patentee
who clabing that his patent was infringed duoving the warv, by the
issue of o Royal Warrant duted October Sthy, 19200 By virtue
of this the Royal Connnisgion neay by r:uu.%nt of both puarties
“oinvestigate and determine <o fir as may be uecessary for the
purposes of procecdings before them all questions of infringernent
and validity of the patent or design involved.”™  I'bis is not free
from mubiguity when its effect on the patentee is considered, fov
the bwo reasons that it s chiefly where the inventor is in a state
ob mdignation with a departiient that the consent of hoth parties
i< least likely to be fortheoming, and thut the restrictive effect of
the deciston in Hale's Patents may possibly be held to linit the

jurl- detlon of the Hoval Comnission to infringemnents after
Apr o 28rd, 1020,

PLOCEDULE REFORE THE ROYAL COMMISSION OX
AWARDS TO INVENTORS

Though the procedure at the hearing of a case vefore tho Royal
Cominiassion presents in itsell no difficulties, 16 may be useful to
claimants and to their advisers to indicate the prelininary steps
necessury to secure a hearing without waste of time., It 1s
sutliciont to say that the Commission sits on nearly every Monday
in the legal term, though a lengthy case may i exceptional eir-
cumstances be heard on two or more successive davs, and that as
a rule the nearing is at Martlett House, Bow Street, W.C.2.
Sununonses are heard at 10.45 in another roow. and the Cotu-
mission sits at 110 The evidence is, as a rule, given orally, and
withiessos are not sworn.

Applicants for an award, whether they have previously been
hefore departmental awardg committees and the like. or not, are
first referred to the Secretary to the Comnission, Mr. P, Tindal
Robertzon, and are mnvited to send in a written statement o
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claini, cither under cliuge (1) or clnuse (33 of the Royal Warrant,
These forins ure shown in the Appendix to this chapter, ws is
also the fonn of connter-statement,  In many cases it ois suflicient,
to b in the particulurs, us for as informntion is available, on the
forin suppliecd by the Sceretary,  Substantinl and complicated
ases 1y Justify o oprinted elaim, and it may ho necessary {o
obtiin further informution from the departinent ag to the user of
atinvention ad as Lo the possibility of obtaining service withesses
to give evidenee for the applicant, [ See pp, T8, 9, post. |

Ax regurds discovery, the rule that no d€®eovery ean be ordered
auinst the Crown is in furee before the Commiission as hefore
any uther tribunal; but it is seldom that an applicant has renson
(o believe that the rule i being used oppressively by a depart-
ment, and o sonnnons can be taken vut hefore the Commission o
call for imformtion on w disputed point, and in such a ease, i it
appears that there is no justification for the refnsul of the depart-
mient to supply the information required, pressure may be hrought
to bear on the departient to make the necessary disclosure.

Witnesses whoin the applicant desires to eall, and who are at
the date of the hearing in the service of the Crown, can be obtained
for the purpose of giving evidence. Tt s usual to inform the
Sceretary of the names of these witnesser and o ask for arrange-
ments to be made for their appearance, and, in default of
fnvourable reply, to take oul o smimnons for an order that they
shall be given facilities 1o give evidence and to abtend.  No sub-
prena can be issued,

As to the form of claim, it 8 vunecessury ta fill in the amount
of award claimed, and in doubtful cases it is better o leave tho
amount unspecified than to fill in an excessive figure,  Ag o rule
the Crown does not ask for purticulurs of the amount claimed.

If no counter-statement is delivered in o reasonable time a
sumnmaons eat be taken out for an order that it be delivered within
@ month or such other time as {o the Cominission seems fit.

The counter-statement is a form of pleading which is not alwavs
understood by laymen, who do not tlhtm"lllh]l between the formal
traverse of u statement, which puts it in issue, and an attempt to
conceal the truth. Pleadings fruned in the alternative have been
kuown to shake whatever confidence in the gnod faith of {1e depart-
ment there remained in the mind of an exasperated elaimant, and
it would be well for each lav applicant to realise that behind the
formal drafting of the counter-statement there is aood deal of
mformation w hwh 1, and i1s intended to be, of assistance to him.

Paragraph 1 econtains an adnm»::,lon--—qlm]med or unqualified—
of the validity of the patent, or a deniul of validity. VFor the
effcet on the legal claim for rovaltics of such denial the first
section of this r::lmptu. pp. 57 and 58 should he consulted.

O
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Parngraph 2.0 in the case of denial of validity, contains some-
thing in the nature of 7 particubars of objeetions, ™

Paragraph 3 gives such information as to user as waks i cfore
counsel for the Treasury when he settled the counter-=tateinent.
The figures are frequently given approximately, wnd a note may
he added that details will e given at the hearing,

Pavagraph 4 s the most important of the whole document, and
vives the substance of the Crown cise against an award, Questions
of the professional status of the applicant, discu<sed below, ave
here raased e dimnimution or extinetion of the eliaim,

[t is not usual for the Crown to indicate on the counter-state-
ment the amount of dward which the departient would con-
sider reasonable, unless it i mtended to bppose the grant of an
award altogether,

Particulurs of the counter-statement can be asked for through
the Necrctary to the Commission, and, if they are not {orth-
coming, the Secretary can be requestad to give the applicant on
appolitiment to wsk, on o seunnons, for such partieutars, 1,
when the applicant s veady for trinl, no date has been hxed for
the beoring by the Seeretary, o summons may i special circums
statices be taken ont to fix o date, bhut as a rule the same end can
his achieved s easily by writing to the Secretary: and it is only
where the department concerned 15 delaying matters unduly that
a sumnmoens should be resorted to,

STATUS.

With <ervice inventors it 18 nutterial to consider, in the cuse of
a patented. as of @ non-patented invention, whether it was within
the seope of the duty ot the inventor to attempt to make such
mventions.,  Thus, a torpedo-licutenant who invented a new
device for handling torpedones would certainly receive less con-
sideration than a torpedo-licutenant who invented a parachute,
n folding pigeon-loft, or a trench hoot. We may classify appli-
cants in u table of deereasing merit in the following order : —

(1) A civilian whose valid patent was admittedly infringed.
He would receive what a willing licensee would have paid, on u
royalty basis, with the reservation that the £50,000 limit of award
is not likely to be reached.  Such a cluim is under clause (1) of the
Royal Warrant.

(2) 1t s submatted that where a1 Crown servant takes out u
patent for an invention, and, in accordance with Art, 415 of the
King's Reosulations offers 1t to the Crown and #f is refused, and
no assionment 1 made, there is oelnuse (1 ease for an award at
least on o guasi-rovalty basis, of which the amount and seale
would depend on the inventor '« statas. [See po 770 post, parn. R
().}
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($3) A eivilian whoxe unpuatented invention ix wsed would come
next. in ovder. On o par with the civilian's unpatented invention
iz the case of an invention by u service man which is not patented,
and which s altogether hevond the ccope of the duty of the
inventor in his service. These are clause (3) claling.

(41 Slightly lower than the above is the elaiin of the Crown
<ervant who has taken out a seeret patent under Art. 415 of the
hing's Regulations, and assicned s invention to the Crown.
He has defimitely renounced his right to rovalties, and has only
aclaim to an ex gratioc sowaed, which will vary in amount acecord-
ing ta the nature of the mvention and the status of the mventor,
The Comnnission does not aive i wman who has iinproved o device
for the hest use of which he was re sponixible in the eonrse of his
daily duties such consideration a2 to w man who invented in his
ppare time i deviee whieh had nothing to do with his duties, who
might be handsomely rewarded.

(5} In the lowest category must be placed pad designers and
dravght=men who receive all the suggestions cenning i irom the
fighting services and in due course produce somcthing embadyving
purts of cach suggestion, and who then take credit for the wiole.
Such applicants do not find great favour before the Roval Com-
mission.  Art. 10 aor the Ixmrf s Regulations 18 most important
i these cases, and it s to be nntul that the fneention, and not
merely the patent, i< assigmed. Tt s submitted that this includes
the forcigu richts.  {Sce p. 76, post. |

It frequently bappens that two or more Inventors appear in the
same ¢ise. Soetitues they both contributed to the same inven-
tion, and pool their ¢lanns: more often they forwarded separate
information which led to the adoption of a particular device.
Here difficultios arise, for the eavhest information may have been
pigeon-holed aud the later communiention may have led dircetly
to the adoption of the invention.,  In sueh cages the Crown ierely
places the dates, docmnents, and known facts bhefore the Comn-
mis<ion, cross-examining cach applicant and hiz witnesses, and
leaving the facts in dispute between them to the Commmission.
It i« not often that rival applicants are permitted to cross-
examine eich other, but the facts in dispute are elicited from all
parties by Treasury counsel,

The decision of the Commission appeuars goon after the hearing;
1t 1s i writing, and s frequently published in the 'ress.  As a
1'v=-tu]t of such publication it may happen that half-a-dozen other

Ctrst and true juventors T oof a particular de nu ;1}1110:11 It the
aovard made his been for the infrincement of A's patent by the
Crowat, and Lowrites to the Commission to impug*n the validity
af Ao s perent aond to elaitn that AUs process was ininfringement
cChs et then the award to N may be made subjeet to
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an indemnity by .\, to vepay to the Crown such sum, if any, not
exceeding the amount of his award, as 3. may recover for the
infringement of his patent by the Crown when purporting to use
A.'s patented process,

Crenerally, no monctary award will be nuude to any inventor,
however meritorious, unless a anexus ean he proved between his
suggestion to the department concerned and the adoption of the
deviee in guestion. An examnple of this commonsense, but ab first

sicht rather hard, rule is furnished by the case of the Australian

solilier who furnished to the War Oflice hefore the war astonish-
mely commplete details of the construction of, necessity for, and
tactical use of the Tank, His idea was pigeon-holed and quite
plainly played no purt in the evolution of this weapon. He re-
ceived no award.
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STATUTORY RULES axD QRDERS,

1920, No. 59.

il eyl

PATENTS FOR INVENTIONS.

OrpER oF THE Boarb or TraADE, DATED JaNvary 21, 1920, uxpem
SECTION 22 (2) or TtHE P’ATENTS anD DEsiens Act, 1919 (8 & 10
Geo. §, ¢. 80), rixinG DATE oF OPERATION OF SECTION 28 (3) ov
THE PATENTS aAND Desians Act, 1907 (7 Ebw. 7, c. 29), as
AMENDED BY SECTION 8 oF THE 1919 AcT.

g iy S ——— il

Whereas section 29 (3) of the Patents and Desigus Act, 1807, as
amended by section 8 of the Patents and Designs Act, 1819, provides
as follows:—

“(3) The right to use an invention for the services of the
Crown under the provisions of this section or any provisions for
which this section is suabstituted shall include and shall be deemed
always to have included, the power to sell any articles made in
pursuance of such right which are no longer required for the
services of the Crown.”

And whereas section 22 of the Patents and Designs Act, 1919, pro-
vides inter alia as follows : —

““The provisions of this Act relating to the terms on which an

invention or registered design can be made, used or exercised by

or on behalf of a Governinent department shall not come 1nto

operation until such time as may be fixed by order of the Board
of Trade’’:

Now, therefore, the Board of Trade do hereby order that sec-
tion 29 (3) of the Patents and Designs Act, 1907, as amended by
section 8 of the Puatents and Designs Act, 1919, shall come into
vperation on the 21st day of January, 1820,

Dated this 21st day of January, 1920.
d. (. Geddes,
President of the Board of Trade.
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IVhitehall, March 19, 1919,

The Kixe has been pleased to issne a Comunission under 1is
Majesty's Royal Sign Manual to the following effect : —

CEORGE I
GEORGE THE FIrTH, by the Grace of God, of the United Kingdom af

Great Britain and Ireland and of the British Dominions bevond the

Seas King, Defender of the Faith, to

Our Trusty and Well-beloved : —

Sir Charles Henry Sargant, Knight, one of the Judges of OQur High
Court of Justice (Chancery Division);

Robert John Strutt, Esquire, Tellow of the Roval Society (com-
monly called the Honourable Robert John Strutt);

Sir James Johnston Dobbie, Knight, Doctor of Science, Doctor of
Laws, Fellow of the Royal Swuciety, Principal of the Government
Laboratories ;

George Lewis Barstow, Esquire, Companion of Our Most Hounourabhle
Order of the Bath, a Principal Clerk in the Treasury ;

William Tetple FFranks, Fsquire, Companion of Our Most Honour-
able Order of the Bath, Comptroller-General of Datents, Designs and
Trade Marks;

Alfred Clayton Cole, Esquire;

Halford John Mackinder, Esquire; and

Robert Young, Esquire,

Greeting .

Whereas by section 29 of the DPatents aud Designs Act, 1907, it is
enacted as follows, that is to say 1—-

‘“ A patent shall have to all intents the like effect as against His
Majesty the King as 1t has against a subject.

Provided that any Government department may, by themselves, their
agents, contractors or others, at any time after the application, use
the invention for the services of the Crown on such terms as may,
either before or after the use thereof, be agreed on, with the approval
of the Treasury, between the department and the patentee, or, in
defanlt of agreement, as may be settled by the Treasury after hearving
all parties interested.”

And whereas recently and particnlarvly in counection with the
present War there has been an exceptional user by the Navy, Army,
Air Force, Ministry of Munitions and other Government Departinents
of 1nventions protected by Letters Patent :

And whereas there may also have been the like exceptional user of
inventions, designs, drawings or processes which, though not protectel
against the Crown under the satd Act or otherwise, may have been of
such merit or utility as to remder it proper that the inventor, author
or owner thereof should reeeive some vemumeration fromn the Treasury
\n respect of such user:

And whereas, under the circumstances aforesaid, an unduly heavy
burden has been cast upon the Treasury in relation to the settlement
of the terms of user of patented inventions under the aforesaid sec-
tion 29, and otherwise under that section, und alse in relation to
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fixing any proper remuneration in respect of the other matters herein-
after mentioned:

And whereas We have deemed it expedient in the premises that a
Commission shoulil forthwith igsue for the puarpeses and with the
powers hereinafter appearing:

Now know ye that We, reposing great trust and confidence in vanr
knowledge and ability, have authorized and appointed, and do hy these
Presents  authorize and appeoint you the said Sir Charles {Teury
Nargant (Chanman): Robert Jolhin Stratt: Siv James  Johnston
Dobbie; Gueorge Lewis Barstow: William Temple PFravks; Alfred
Clayton Colee; Halford John Mackinder and Rebert Young to Le Onr
Commissioners for the purposes and with the powers following, that is
10 Sy - |

(1) In any ease of user or alleged aser of any patented invention
for the services of the Crown by any Government Depavtment and o
default of agreement as to the terms of user, the Commissioner, upon
the application of the patentee and agreement to accept their deter-
mination, may proceed to settle and may settle the terms of user in
lien and place of the Treasury; Provided that the Commissioners shall
not actually award to the patentes any swm or swuns of money whether
by wav of a gross sum or by way of rovalty or otherwise which shall
together exceed an aggregate sum of £80,000 beyond and in addition
to auy allowance the Commissiopers may think it to make for outlay
amd expenses in conuection with the invention: But the Commnisstoners,
if of opinion that the patentee if fairly entitled to a remuneration
exceeding the said apgregate sum of £80,000, wmay muke it recoms-
mendation to the Treasury as to any such excess, with a statement of
their reasons fur such recommendation.

(2) In any case where terms of user of any patented invention
(including any terms as to selling for use, heen<ang or otherwise
dealing with any article made in accordance therewith, cr any terins
as to asstgnment of an invention aunder section 30 of the Act) have
been agreed or ave in course of agreement hetween the patentee and
any Government Department, the Commissioners may on the applica-
{ion of the Treasary make any recommendation as to the giving or
withholding Ly the Treasury of approval of such agrecinentsor proposcd
agreement, and may assist in adjusting o determinmivg any term or
terms of any proposed avreement as to which the parties may rot iw
fullv agreed.

(3) Tn any case of user or alleged vsed for the serviees of the Crawn
by any Government Department of any inventions, designs, drawings
or processes which, though net conferring any monopoly agaynst the
Crown or any statutory right to payment o compensation, may nevers
theless appear fromn their exceptional utility or otherwise to ontitie
the inventor, author or owner thercof to some vemuneration for sudh
nser (inehuding user by way of <elling for u-e, licinsing or otherwise
dealing with any a2rticles made 1n accordancee thevewith) the Cowns
misstoners may, on the request of the Treasury. epquire nto the
circumstances of the case and may make a reecommmendation to the
Treasury as to the remuneration (if any) that is proper 1o uwe allowod
thereior.
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And for the better effecting the purposes of this Our Cominission,
We ddo by these Presents authorize vou to sit in two divisions, each
division consisting of such three or more of vou ax the said Sir Charles
Henry Sargant shall determine: and to allocate to the two said
divisions such of the matters subattted for your constderatinn as you
may deem i‘?illﬂf“l‘llt-.

And We do by these Presents give and grant nnto you full power to
eall before vou sueh persons as you shall judge likely to afford you any
tormation upon the subject of this Qur Commission; to call for
information in writing: and also to call for, have access to, and
examine all such books, documents, vegisters and records as may afford
vou the follest information on the subject, and to inquire of and
coeneerning  the  premisss by all other lawful  ways and  means
whatsoever,

And We do by thess Presents authorize and empower you to visit
aid personally 1nspeet such places as you may deem it expedient so to
tnspect for the more offectual carrying ont of the purposes aforesaid.

\nd We do by these Present will and ordain that this Our Com-
mission shall continue in full force and virtue, and that you, Our
satd Commissioners, may from time {o time proceed in the execution
thereof, and of every matler and thing contained, although the
came he ot continued from time to time by adjournment.

Provided that, should yea deem it expedient, the powers and
privileges hercinbefore conferred on you shall belong to, and may be
cexervised by, anuy one or more of you.

Aud We do further ordain that von have liberty to report your pro-
cectdings umder this Our Commission {from time to time, 1f vou shall
jrudee 1t expedient <o to doe.

And Our will and pleasure 12 that you do, from tune to time, veport
to the Lord Commisstoners of Our Treasury, umler hand and seal,
yonr upinious upon the matters hevcin submitt-d for your consideration,

¥

Gitvenr at Our Court at Saint James's, the nmineteenth day of
March, one thonsand mne hundred and nineteen, in the
ninth vear of our Reign,

v e Majesty’s Command.
. Ediwrarl Nhortt,

s o

Wanrasr x1eNdDInG THE Powekrs or THE Rovar ("ovMIssIon oON
AWARDS I INVESNTORS,

Wirrias by Roval Commis-ion, dated the 19th day of March, 1919,
Commissioners were appointed to deal with claims in respect of the
user of Inventions, designs, drawings or processes on behalf of the
Crown g the cases and manner therein more particularly speeified ;
asD W HEREAS by the Patents and Designs Aet, 1919, it was enacted as
follows, that 18 to say

Neetton 8.7 For scetion twenty-nine of the principal Act, the
following sction shall be substituted : —

20— (1) A Tatent shall have to all intents the fihe effect as against
ilis Majesty the Ring as it has against a subject:
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“Provided that any Government Departinent may, by themselves or
such of their agents, contractors or others as may be authorized, in
writing, Ly them at any time after the application, make use or
oxercise the invention for the serviees of the Crown on such terms as
may, either hefore or after the use thereof, be agreed on, with the
approval of the Treasury, between the Department and the Patentee,
or, in default of agreement, as may be settled in the manner herein-
after provided. And the fermns of any agreement or licenve concluded
between the inventor or DPatentee, and any person other than a
Government Department, shall be inoperative so far as concerns the
making, use or exercise of the invention for the services of the Crown.

“ Provided further that, where an invention which i the subject of
any patent has, before the date of the patent, been duly recorded in a
document by, or tried by or on behalf of, any Government Department
(such invention not having been communicated directly or indivectly
by the applicant for the patent or the patentee), any Governmnent.
Departiment, or such of their agents, contractors or others as may be
anthorized in writing by them, may make, use and exercise the inven.
tion so recorded or tried for the serviee of the Crown, frec of any
royalty or other pavment o the patentee, notwithstanding the existences
of the patent, If in the opinion of the Department the disclosure to
the applicant or the patentee, as the case may le, of the document
recording the invention, or the evidence of the trial thevcof, if
required, would be Jdetrimental to the publie interest, it may be made
confidentially to Counsel on behali of the Applicant or Patentee, or
{o any Independent expert mutually agreed upon,

““(2) In case of any dispute as to the making, use or exercise of an
invention under this section, or the terms therefor, or as to the
vxistence or scope of any record or trial as aforesaid, the matter sball
be rveferred to the Court for deeision, who shall have power to refer
the whole matter or any question or 1ssue of fact arising thercon to be
iried before a Special or Official Referee or Aaxbitrator upon such
terms as it may direct. The Court, Referee or Arbitrator, as the
case may be, may with the consent of the parties; take into considera-
tion the validity of the patent for the purposes only of the reference
and for the determination of the 1ssues between the applicant and
sich  Government Department. The Court, Referce or Arvbitrator,
further in settling the terms as aforesaid, shall be entitled to take into
constderation any benefit or compensation which the patentee or any
other person intervested in the patent may have received directly ov
indirectly from the Crown or from any Governinent Departmnent in
respeet of such patent.”

Necting 15, —~*“ After section fifty-eight of the principal Act the
tollowing section shall be inserted :—

‘“ 58a.—The registration of a design shall have to all intents the
liko effeet as against His Majesly the King uas it has against a
subject :

“Provided that the provisions of section twenty-nine of this Act
shall apply to registered designs as though those provisions were herein
re-enacted amd in terms made applicable to registered designs.”

Section 22 (2).—** . .. .. the provisions of this Act relating to
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the tevms on which an invention ov rvegistered design can be made,
used, or excreised by or on behalf of 0 Government Department shall
not. cote into operation until «uch tite as way be fival by Order of
the Board of Teade,™

And whereas hy an Ovder of the Board of Preade dited the 23ed day
of April, 1820, it was ordered that section 20 (1) and (8) of the prin-
cipal Act as amended by seetions 8 and 18 of the Patents and Designs
Aet, 1018, shoulil come into operation on the 23rd day of April, 1020

Now Know Ye that We, reposing grent feast and eonfidence in your
knowledge and ability, have authorized and appointed, aml do by these
Presents anthorize amd appoint von the said Siv Charles  Heory
stargant (Chaivman) s Robeet John,  Baron Ravleigh s Sir Churles
Fodward [l Sir George Lewis Baretow s Siv James Johuston Dobbie
Sir Willlnme Peavees Willimne Temple  Franks:  Lionel  Honry
Hanbury 3 Robert Frederick Norton and Robert. Young to he Ony
Commissioners {o exeveise such additional and extended powers aund to
act for such additional purposes as heretnafter appear, that is to sav:

(1) The provisions contained wnder Head 2 of the said Royal Com-
mission dated the 18th day of Mareh, 1919, shall apply to any such
agreement or proposed agresment whether as rognrds & patented inven-
tion or registered destgn a4 ic inentioned or refervred fo in sub-section (1)
of section 29 of the Patents and Designs Aet, 1907, in its substituted
form as enacted by section 8 of the Patents and Designs Act, 1918
(hereinafter referred to as “the substituted section 29).

(2) The provisions contained in the satd Royal Conunission dated
the 10th day of March, 1919, with refercuce to patented Inveuntions
shall mutatis mutandis and so far as applicatle apply to vegistered
designs,

() If any such disputo as is mentioned or referved to in sub-socs
tion (2) of the substitnted section 28 shall arise as regards either a
patented invention or a registered design and the owner of the patent
or registered destgn as the case may be aud the Government Depart-
ment concerned shall agree to the matter being referred for decision to
the said Commissioners istead of {o the Court or otherwise as nen-
tioned 1 the said sub-section (2) the Commissioners may proceed to
Heelde and seitle such dispute with anthority to investigate and detoer-
¢1ne 2o far as may be necessary for the purposes of proceedings before
them all questions of infringement and validity of the patent op the
design invelved: Provided that suy powers herchy given to the sard
Commisstoners shall only be exercised Ly them upon the application of
the owner of the patent or registered design as the case may he and
upon his agreement to accept the decision settlement and determination
of the Commissioners.

And it is hereby provided and declarod that the provisious of the
Arbitration Act, 1889, or any statutory re-enactment thereof shall naot
hive any application to proceedings under the said Royal Commission
dated the 19th day of March, 1919, or these Presents.

Given at our Court at Balmoral, the Fifih day of October, 1920,
in the Eleventh Year of Our Reign.
By His Majesty’s Command.
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Is e ot Count or JustieE.~-Cuascenry DivistoN,
Refure M, Justier SARuANT,
July 22nd, 1620,

{5t Marrek or VLauk's 1'aTesTs,

Patenl—1's¢ by Government Department -Molion to decide a dis-
ptte s fo termgo—DPalents and Designe Aet, 1907, Sections 20 and
02~ Cubonls and Designs Aet, 1910, Seelions 8 and 21,

The owner of variows prtenls pregented o petition to the Treasury
wnder geelton 29 of the Patenls and Dresigns del, 1907, praying that
the terms an which the Mintstry of Munitions should he deemed
have wsed bombs and grenades; the subject-malter of his patents, should
he determined by the Treaswry, The Treasury did nol admit infringe-
ment o valididy and, peading the settiement of that matter, did not
procecd with the pelition, The patentee wecordingly gave nofice of
motion that the Couwrt shovld, wader the Patents and Designs clet,
1919, devide the ispute bebweeen hiwself and the Treasury,

Hold, that the tribunal before which clatms under the wew section 29
substituted by seetion 8 of the Patents und Destgns Aet, 1819, are o he
hrouglt is the High Court, under subsseetion (1) of section 92 of the
Ulatends and Designs Aet, 1907 ; and that the provisions of subesoee-
tion (8) of that new seetion arve paot relraxpeetive, and do not apply to
wser of pafented tnventions before the date when the seelion came into
operation, viz,, Al 23rd, 1920, The molton was refused,

Letters Datent Nos, 15,060 of 1908, 10,494 of 1909, 4825 of 1811,
26,764 of 1911, 11,394 of 1913, 2057 of 1914, 22,601 of 1914 and 22,777
of 1914 in respeet to bombs and grenades had been granted {o I rederic
Marvten lale. The patentee presented a petition to the Treasury
praying for compensation in respect of alleged user of hiz pateniaed
inventions by the Ministry of Munitions.  The Ministry of Munitions
admitted user, but did oot admit the validity of the patents and denied
infringement. ‘The Treasury declined to proceed with the petition
until a legal decision should have been obtained as {o the validity of
(he patents,

On June 12th, 1920, the patentes gave notice of motion to the
Ministor of Munitions that the Court would be moved “ 1o decide a
dispute which had avisen between the Ministvy of Munitions and the
applicant in veference to the terms upon which the applicant’s inven-
tions, which are the subject-matter of the said Letters  Patent
respectively, have Leen made, used and cxercised by the said Ministry
of Munitions for the service of the Crown, and that such directions in
the matier may be given as the Court may think Gt

The motion, aiter coming before the Court on June 26th, was heard
on July 22nd, 1920,

Kerly, K.C. and R, Frost (instructed by Badman, Comins & Sloman)
appeared for the applicant; and the dltorncy-General (Sir Gordon
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Hewart, K.CD), J. Austen-Cartmell, J. Whitehead and A, Trevor
Watson (instructed by the Solicitor to the Treasury) appeared for the
(rown,

Kerly, K.C'., for the applicant. - There dare two main questions to be
decided @ (1) Is the new section substituted by section 8 of the Act
of 1919 for the old seetion 28 of the Patents and Designs Act, 1907,
retrospective; and (2) Do questions under that new section go to the
special judge or o any juwlge of the High Conrt? | Sancaxrt, J.—-1
need not decide the second question, because the matter would come
Defore me iu any case. ] 1 submit that “The Court’™ in the new
seetion does not mean the special judge.  [Str Gordon Hewart, 1.6, -
[ agree.] [ Section 92 of the Patents and Designs Aet, 1007, was
referred to. ] The applicant presented a petition to the Treasury tor
ot aceonnt of what he is entitled to in respect of the use by the
Ministry of Munitions of the subject-matter ot eight patents.  User is
admitted, but the validity of the patents 1s pot admitted.  Under the
Act of 1807 it was doubttal whether Parvliament had made any pro-
vision for the determination of the question of validity, and the
Treasury took the view that where validity was in question they could
not act. Another view was that, if the Crown denied validity there
was 1o licence, and that therefore the patentee was left to proceed by
a petition of righte It muast be presumed that seevion 29, as~ amended
by section 8 of the Aet of 1919, i« directed 1o that, and that for the
purpose of the section vahidily shall Le considered (see sub-section (2)
of the new section). [Sancant, J.--So far as 1 can see there is nothing
to say that the question of validity 1s to be dealt with.] The use of
the word *‘ tuventton ™’ may mean that, It wonld be absurd that the
most important point should be omitted.  The question of validity 1s
open to enquiry by reason of the fact that the section deals with a
dispute as to an nventwn. 1 o dispute arises after the enactment «f
the new section, and relates to an infringement prior to the date of
enactment, the dispute s within the new section, [ Sancasrt, J.—RBy
“date”” you mean the date of the Order hringing the section into
force. | Yes, April 23rd, 1920. Although a dispute has arisen before
that date, if the dispute is still continu:ng, then there is an existing
dispute that is within the new section.  The determination of a disput.
15 only procedure: it is not o omatter of rights. It is a settled prin-
ciple in the construction of statutes that statutes dealing with rights are
primad faeie not vetrospeclive, and that statutes dealing with procedure
alt [-I‘I-H“i fru't'!' I‘t‘tt'iwllt'i‘li\t' (.'\EH Ciarduey v, Lens ((1878} L. R 3
App. Cas. 582, per Lord Blachburn, at p. 603) ). This is procedure, a
method of determnmng an existing dispute; the rights exist, they
existed under the old law. [Sancasr, J.—— TIs it clear that there is an
existing right? Is there not a new right?]  The mere substitution of
one method of estimation for another methad is nol creating 4 new
right. One must not assume that ander the new section a patentee
will get more or less. Section 21 of the Act of 1919 means that the
Act of 1919 is to be read as 1f 1F had always been so amended, .0, that
the amendments date back to 1907.

The Attorney-General (Sir Gordon Hewart, K.(.), for the Crown.—
Section 22, sub-section (2) of the Act of 1819 provides that section 8 of that
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Act shall come into {orce upon the happening of a certain event; that
evont occurred on the publication of Statutory Rule {18207 No. 658, which
hrought the section into force on April 23vd, 1920.* The section does
not deal merely with procedure; it affects the positive rights of the
subject and the positive rights of the Crown.  If that be <o, it follows
that the new section 1s not retrospective unless there v a clearly-
expressed intention to make it so. Apart Drom sub-section (3) there is
no such intention expressed.  The fact that that expression is found
in sub-section (3) is a commentary upon the fact that it & absent fron
the other parts of the section. By reasen of the provistous in sub-
seetion (1) dealing with disclosures by the Crown, a patentee may find
himself tn a worse position than he would have been under the Act
of 1907 by reason of something done confidentially behind his back.
That is a serious diminution of the rights of the subject.  With regard
to the right of the Crown to use, the words in the Met of 1807 are *‘ by
themselves, their agents, contracltors or others.”  In the Act of 1910
the corvesponding words are *' by themselves or by such of their agents,
contractors or others as may be authorized in writing by them.”” The
ambit of opportunity given to the Government Department is somewhat
limited.  Sub-section (3) of the new seetion gives the Crown power to
sell, an important addition to the rights of the Crown. The words
“*under the provisions of this section or any provisiens for which this
section is substituted ”” are another way of saying " under section 8 of
this Act or under section 29 of the old Ncet.”’ Contrast with this sab-
section the words in sub-section (2), ‘‘any dispute . . . . under this
section '’ which is as though the Act went on to say ' though not under
the provisions for which this section is substituted.”” 11 my submission
is right, it would be very difficult {or that inference o be got rid of by
section 21, sub-section (2), which deals with printing. That sub-section
vinpowers the Stationery Office to print the Act of 1807 as amended, and
provides that Trom the time when the amendment takes effect the Act
shall be construed a~ haviug emerged at that moment.

dusten~Cartmell followed. The new section gives a new licence to
the Crown in future in respect of the use, exercise, etc., of an inveu-
tion.  The section deals with futurity. The hieenco to the Crown under
the Act of 1907 is an entirely different licence from the licence under
the Act of 1919. The scction cannot be construed as bLeing retrospec-
tive unless it is expressly provided that it shall be so construed.

Kerly, K.O. replied. Section 21 deals with construetion; it cannot
e read as having the meaning put upon 1t by the Crown. Certain
parts of the new section affect rights, and so far as rights are con-
corned, unless it is made clear by words that such parts are to be
retrospective, they are not retrospective,  Sub-section (3) affects rights,
and therefore 1t was necessary to insert express words to make the
sub-section retrospoctive,

SARGANT, J.—In this case Mr. Frelderic Marten lHale had presented
to the Treasury a petition a year or two ago for thoe purpose of having
his rights, under section 29 of the Act of 1807, ascertained, that is,
for the purpose of tio: Treasury determining the terms on which the

*SNee p. 31, unte.
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Ciovernunent should be deemed to have used certain patented inven-
tions made by him.  {n that state of things the Treasury were not
willing to admit either that he had valid pateats, or that the patents
had been anfreinged; and the consequence was that, according to the
swttled practice of the Treasury, the applicatinn was not dealt with.
The Treasury, 1T think, had always felt that they were not o tribunal
well adapted to decide complicated legal guestions such as are involved
ia determimng the validity of @ patent, «r supetimes the even more
difficult question of the actual infringement of the patent,  That being
s, Mr, Hale, eomparcatively vecently, that s to say, in June of this
year, moved b fore me that the Court <hould decide the dispute between
him and the Treasury by vivtue of the new lecisfation under the Act
of 1019, Section 8 of the Aet of 1919 varies to sone extent section 28
of the old Act of 1907, and provides for another tribunal, a tribunal
other than the Treasary.  That tvibunal is in that section referved to
as * The Conrt” Tt is quite clear that the wliole of the user, in
respect of whieh Mo Hale s elaiming, is o user which took place prior
te the coming itnto operation of section 8 of the Acet of 1919, that sec-
tion not haviee in fact come into aperation untit April 23rd last, by
virtue of an Urder of the Board of Trade made wder the provisions
of seetion 22, subesection (2) of the Net of 1919,

O this motion, which has come before me by spectal assigiment,
there are two questions of general tmportanee that 1 have to determine,
The first ts this: Whether the tribuunal, before which these clammns
nuder section 8 of the Act of 1919 have to be brought, is the Higl
Conrt under section 92 <ub-section (1) of the Act of 1807 or i+ the
special Judue appointed by the Lord Chancellor under sub-section (2)
of seetion 92 of the Act of 1907, As a matter of fact, 1T could enter-
tain the application in eithier event, Tnasmuch as I fill both capacities,
atd the matter wonld only become vital in case an application of this
~ort were made to some other Judge of the Hizh Court. But as the
matter has been mentioned, and as counsel are in agreement upon the
question, and as I am in agreement with their agreement, I may as
well state that in my view it is clear that *“The Court” in sectinn 8
of the Act of 1919 is “'The Court’” as defined by seetton 92, sith-sec-
tion (1) of the Act of 1907, and not the special tribunal constitnted
by section 92, sub-section (2) of the Act of 1907, that 1s, it 1~ the digh
Court in England, and any Judge o the thigh Court appears to me
to have jurisdiction under scetion 8.

Now comes the morve tmportant question, namely, whethwr section 8
of the Act of 1919 is retrospective in this sens~e, that it changes the
tribunal for determining the matters 1 qu stion a~ regards the past
u<er of patented inventions, that is to say, uwr jriov to April 23vd,
1920, or whether it changes the tribunal merely as regarvds user from
and after that time. Tor that purpose section § nas to he looked at
rathor carefully and compared with section 29 of the Act of 1807, for
which it has been substituted.  The first thing which <trikes one on
rnm]ult'im.: the two sections 1s this, that scetton 8 of the new Acet does
Lot merely alter the tribanal hat also alters consideraily the rights of
dser botie as regards the Crownooand as regards the patenteos When
can o odters e tivhits of both, any altaaation of the rghts of vae s
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almost necessarily an alteration of the rights of the other.  Under the
new section the user 1s shightly limited perhaps 10 this way, that it
has to be Ly agents, contractors or others authorized 1in writing by the
Government Department. No such words as Y authorized in writing’
oecur in the original seetion. On the other hand, in certain respects
thr} richt of the Crown is enlavged. 1 do not lay muach stress on the
fact tlmt the Crown, under the new section, are {o b allowed 1o make
nee or exercise, whercas under the old section the word used was only
ause” T oam not sure whether that mahkes any constderable difierence,
Lut certainly the language has been extended, aml 1 must attribute
some iwportance to that, Farthermore, the second provisoe to the new
section makes @ very important change, which protects the Government
in respect of the use by the Government of secret patents,  The prae-
tical effeet i~ that it protects the Government where the Government
have, in fact, recorded the patented invention, though there may have
Leen nothing equivalent to an actual user; but it leaves them liable in
cases where there has been a communteation by the patentee in conse-
gquence ot whichh that recovd hac bheen made. 1 do ot want in any
wiay to comment on the language of that provieo, bat it is g proviso
which is distinetly in favour of the Government.  Then sub-section (2)
provides for the substitution of the Court for the Treasury, and sub-
~ection (3) econtarns another very immportant alteration. It provides
that *“ The right to use an invention for the serviees of the Crown .
<hall include . . . the power o «ell any arvticles made in pursnance
of such right which are no longer required for the serviees of the
Cyvown.”  That s an important modification of the respective rights
of the partics; an nerease of the rights of the Crown, and a corve-
sponding diminution of the rights of the patentee.  Not only 1s that
<. but sub-section (3) i< important in this way, that 1t provides that.
the right to <ell articles no longer reguired shall not only bheloug to
the Crown from the passing of the legislation, bhut shall be deemed to
have always belonged to the Crown.,  That special grant of a retro-
<pective right in that partienlar case sermus to me to indicate strongly
that in the other cases, where no such retrospective vight is granted,
there 1x no vetrospective alteration of the rights of the parties.

No doubt the veneral rule 1s, that while righis are not altered refro-
spectively, procedure s altered retvospectively apart from indications
to the contravy; but where rights awd procedure are dealt with
together in the way in which tht-\ are dealt with by this section,
it seems to me that the intention of the section must  he
this, thnat the oWl righte under the old <eetion continue to be
determined by the old trilunal, and that the new rights under the
new atd  substituted section are to be determined by the tribunal
cubstituted by that section. I think that ic none the less so—though
this alone would not eause me to come to the conelusion—that at the
tiine of the pascirg of this Aet there was a tribunal, the Roval Com-
niission on Awards to Inventors, which had Leen eonstituted by Roval
Warrant, and which was dealing with past elating of the Kkind, no
dotght, ovly by the consent of the parties who chose to aceept jt in e
of the Treasnry bae <t dealing with them 1o a4 very targe extent and

beyacontinutng conrse of sittines 1 think that nerhans obds to the
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improbability which 1 devive from the language of the sweetion itself,
that the intention of the Legislature was, as regneds the rights of
inventors nnd other people, to put an end to the teibunal that was
dealing with those rights, and to sabstitide u new tribunal which
should den! not only with the use of such inventions in the tuture, hut
should  also deal solely and oxelusively with the past use of  those
inventions,  Nome reference s been minle to seetion 21, subesection (2)
of the Act of 1019, bhaut [ do not think that really any assistanee is to
be devived from a consideration of that section, which may have in
othier respects some very envious resulls which 1 need not attempl in
any way o foreshadow,

On the whole, | have come to the conclusion that the new tribunal
uttder the change in fegislation is the tribunal to deal with all user
of patented inventions as from April 23rd, 1920, when that section 8
of the new Ael came into operation, and the old tribunad s left to
deal with elnims in respect of user prioy to that date, that old tribunal
being the Treasury excopt in eases where the puortios choose 1o come
before the other tribunal before which they have an opportunity of
Appearing,

No doubt the result in this cace ts unfortunate. beeause the inventor,
in common with other invenfors the validity of whose patents and the
infringement of whose patents are uot admitted by the Treasuary, is
uot in o position to have the eompensation that ought to be paid to
him determined unless and until he has established the validity and
the infringement before the ordinary tribunals of the country., But
that has all along been the law from a period antecedent to the Ack
of 1907, and 1 do not think that circumstance alone 1s suflicient o
make e alter my view as to the general interpretation of these
sections.  Accordingly I must refuse the motion in question.  Of
conrse, the Crown do not ask for costs.

dusten-Cartmell.—No, my Lord,
Kerly, KN.C'.—T1 do not know if my clients would desive to take o
further opinion on the matter, ov indeed, if thev can.

SarcanT, J.—[ hive determined that this is a mmotion properly made
to me as a Judge of the High Court, and not as the special Judge, 1
should think they are entitled to appeal.

Kerly, K.C.—There ure possible difficulties about 1t.

Sarcanrt, J.—If you want to %Lrenbthen your case for appeal by
leave from me, I give you leave.

Kerly, K.C.—I think I certainly want leave, if T have the right.

SARGANT, J.—Yes,

Kerly, K.C.—T am not suggesting that it will be done without
consideration.

Sarcaxr, J.—Very well.

- rereiarebin.n, e i . —
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BxritacT rroM KIng's REGULATIONS AND ADMIRALTY INSTRUCTIONS
IN REGARD To DPATENTS.

416, A pplications fuor latents.—No ofticer, or other person employed
uncder tho Admirvalty, is permitted to apply for, or obinin, u patent,
except in tho munner latd down in these Regulations.

2. Should permission to apply for, or obtain, a putent be granted,
it will bo subject to these Regulations, from which there will be no
nppeal by the patentee either to the Treasury under section 20 of tho
Putonts and Designs Act, 1907, or otherwise.

3. British Patents.~In the easo of British patents the inventor must,
in tho first instance, apply to his commanding officer, or the head of
his establishmoent or departrient, for permission to apply for a patent,
and to lodge at the Puatent Office a provisional specification for his
invention. In no case will ho be allowed to lodge a complete specifi-
cation with the Patent Offico in the first instauce.

Application for permission is to be made on the formn prescribed in
clause 6, which gives the conditions on which such permission is
granted and the further steps it is obligatory on the patentee to take
before finally obtaining a patent. At this stage the inventor will not
be required to give more than the title of his invention,

Such application may be made confidentially direct to the inventor’s
commanding officer or the head of his establishment or department, who
will take steps to see that the application and all subsequent proceed-
ings in the matter are dealt with confidentially, so as to safeguard the
inventor’s interests as well as those of the Crown.

4, Provisionul I’rotection.~~In order that an inventor may not be
prejudiced in any way by delay in obtaining provisional protection,
commanding officers of H.M. ships and heads of .M. naval establish-
ments  and  Admiralty departments are authorised to approve of
wpplications made by those serving under them in the form prescribed
in clause 6 unless they have reason to doubt that the applicunt is the
true inventor, and they are at once to forward the original form
approved by them to the Secretary of the Admiralty (C.P. Depart.
ment), a copy of which should be given to the inventor for his retention,

5. Secret Putent.—If the officer authorised to approve such appliea-
tions is of opinion that the invention should be kept permanently
secret, he is to forward at once to the Admiralty the provisional
specification, accompanied by the agreement referred to in clause 6
duly signed by tho inventor, and is to withhold permission from the
inventor to apply to the Patent Office until the Admiralty has decided
whether a secret patent shall be obtained.

6. Form of dgreement.—The following 1s the forin of agrecment
referred to in the preceding clauses. 1t is to be prepared locally, and
must he signed and approved before any application to patent 1s
made ; -

6



Ny POIT-WAR PATENT PRACTICE,

AGREEMENT,
Address................ e irereens
Date...oooviviiiinnn,
I hereby request permission to apply to the Patent Office for a
patent for (here give title of invention) on the following

conditions : —

(i) T will not leave & complete specification with the application nor
will 1 subsequently leave a complete specification or take any further
steps in the matter after applving for provisional protection, without
the direcetion or permission of the Admiralty.

(i1) Within 48 hours of the despatch by me to the Patent Office of my
apphication I will inform the Admiralty through my commanding officer
or head of department of the application, and forward such a deserip-
tion of the invention as may enable their Lordships to judge of the
course to be pursued and will subsequently give any further information
as to my invention and forward the provisional spectiication if
required.

(1i1) T will, if so ordered, assign to the Admiralty or the Secretary
for State for War on behalf of His Majesty as may be required the
henefit of the invention and any patent that may be granted, or enter
into such agreement for its use by the Government and its contractors
as may be directed by their Lordships.

(iv) T will not assign or deal with the invention or patent, or grant
any licenses or rights to the use of it, to any one except with the
previous aunthority of their Lordships, or under the terms of my
agreement (if any) with the Admiralty.

(v) T fully understand that the terms of payment (f any) for the
a~signment of the invention or patent to the Admiralty, or for its
use in His Majosty's Service, will be decided by the Admiralty, and
that regard will be paid to any facilitics in originating, working out,
and perfecting the invention, which I may have enjoyed by reason of
my official position and that all payments will be made subject to the
approval of the Treasury.

(vi) T will not apply for a patent in any foreign country, or in any
British colony or dependency, without the authority of the Admiraity.

DIENALUTC. ciivvniniinnns etrrerrererne
Rank....cooooiniinien. Ceeerreerecireans
APPROVED :

I have informed the inventor by dated that
he may apply for provisional protection for a British patent and
have furnished him with a copy of this agreement.

Signature........ erereinans eieees eraresies
Rank....... eeesasecessteseenenceneans .
Date....... e v reetaseasennennonrrnes cove

The original agreement when approved is to be sent to the Secretary
of the Admiralty (C.P. Department), London, 8.V,

7. Foreiyn and (olomial Patents.—Applications for permission to
obtain patents or similar rights in any foreign country or in any
British Colony or Dependency must be forwarded to the Admiralty
for approval, aceompanivd by a general deseription of the nvention,
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When, however, permission has already been given to lodge a complete
specification and obtain a British patent for the same such deserip-
tion necd not accompany the application.

8. General Information.—1t may be useful for the information of
inventors to state that gencrally there are three alternative courses

which are adopted by the Admiralty in dealing with an invention or
patent, viz, :—

(1) Where the Admiralty, or War Oflice, desires to retain complete
control of the invention or patent. In this case assignment to the
Admiralty or Secretary of State for War will be ordered, and the
invenfor will not be allowed to dispose of the commercial uses of his
putent if i1t has any,

(ii) Where the Admiralty, or War Office, requires only partial con-
trol. In this case their Lordships would ordinarily be satisfied with
nn agreement giving the Government and its contractors a right to
use the invention or patent, but otherwise leaving the inventor free to
dispose of his invention or patent for cominercial purposes.

(i1i) Where their Lordships do not consider they have any interest
in the invention or patent. In this case they would leave it to be
dealt with entirely by the inventor, and release him from the obliga-
tions he had entered into.

If an inventor wishes his invention or patent to be dealt with under
heads (ii) and (ii1) above, he must make a written application through
the usual channel for that purpose. It must be understoed that the
matter is eutirely in the discretion of their Lordships, and that they
cannot undertake to deal with any particular invention or patent
according to any one of the above-mentioned methods, but may adopt
some different course in the matter.

9. An applicant for remuncration will be required to give full
detailed particulars of any out-of-pocket ¢xpenses on experiments, &c.,
incurred by him personally, as well as of any consideration he may
have received directly or indirectly in respect of the invention.

416. Inventions, Improcements by Officers.—Whenever it happens in
the course of a trial of the invention of any person outside the Service,
or during discussion between officers and inventors, that improvements
are suggested by officers conjointly, a careful record should be kept of
the trial and of the suggestions made, which should at onee be reported
to the Admiralty, so that in case of an outside patent and dispute as
to price, the Treasury may have before it all the circumstances, sup-
posing appeal be made to it under section 28 of the DPatents and
Designs Act, 1807 (7 Edw. 7, ¢. 20). If it is discovered by any means
that there is any intention on the part of inventors to apply for a
patent for an invention to which oflficers have contributed, the
Admiralty should at once bLe informed.
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ROYAL COMMISSION ON AWARDS TO INVENTORS.

PartIcULARS orF Crarm.

Particulars of claim under clause (1) of the Royal Warrant dated
19th March, 1919, that 1is, claims in respect of the user of patented
inventions where no terms of user have been agreed between the
patentee and the Government Department concerned.

li——

The claimant should furnish particulars with regard to his claim
under the several heads f{ollowing, viz. :—

1. Name and address and description of claimant. If in the service
of the Crown the official rank should be stated.

2. Name and address of any solicitor or agent authorised to act for
the claimant in the matter.

3. Particulars of the invention in question specifying the patents
protecting it.

4. Particulars with full names and addresses of any other parties
interested in patents as assignees, licensves, or otherwise,

5. A statement that the claimant elects to accept the decision or
recommmendation of the Commission under the terms of the Reoyal
Warrant in lien of settlement by the Treasury under section 29 of the
Patents and Designs Act, 1907.

6. A statement (where there are other parties interested) whether
such other parties are or are believed to be ready to accept the decision
of the Commission as in No. §, and whether the claimant will procure
the previous agreement of such other parties to that effect.

7. Particulars of the alleged user by any Government Department of
the invention in question and (so far as possible) of the rature, extent,
and period of user.

8. Particulars of the amount claimed as compuensation for the alleged
user, and of the basis on which such clann is made.

9. Particulars of any user of the invention by persons other than
(Government Departments, and of the terms on which such user has
been allowed by the patentee.

10. In cases where a special claim i1s made for outlay and expenses
in connection with the invention, short particulars of such outlay and
eXpenses.

Signature of Claimant.............ooooviiiiini,

Note: The at /e are the main heads of particulars that should be
furnished by claimants. In furnishing them it will no doubt often
be found that the spaces left oppousite some heads are insufficient to
rontain the particulars, and in some cases the particulars may be
;urnished in schedules annexed or otherwise identified.

In cases of a complicated nature or involving large amounts, 1t may
be desirable for claimants to furnish fuller and more detailed state-
ments of their claims supplementing or incorporating the particulurs
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suggested above., Such a statement need not necessavily be in the
precise form indicated above, but shonld give separate and distinct
information as to all matters mentioned there.

Mutatis mutandis the particulars of claim in a clause (3) case follow
the same plan as those outlined above.

ROYAL COMMISSION ON AWARDS TO INVENTORS.

COUNTER STATEMENT.

1. Whether validity of all or some and which of the patents in
question is admitted.

2. If the validity of any patent is disputed, short grounds of
objection.

[ Note that paras. 1 and 2 are only applicable in cases where the
claim is made under clause (1) of the terms of reference to the
Commission. |

3. A statement of the user of the invention showing the nature and
extent of such user together with proper accounts and of the basis on
which the award (if any) should be made.

4. Any objections or remarks upon the claim under paragraph 7 of
the applicant’s particulars of claim.

Digned. o e
Official Designation............ovvneee.
Date......cooovenneene. e rerteeneenan,

No1e: The above are the main heads under which any answer by a
department should be framed. A department may, however, find 1t
desirable to furnish some fuller or more detailed statement of its
answer to an applicant’s claim. In such cases the answer need not
necessarily be in the precise formn indicated above, but should give
separate and distinct information as to the matters mentioned there.

The Eastern Press. Lid., Louden and FReading.
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