RIS WA e dig 2onk oF o

-

Tl

ARSI Tt At B AL ly

3
- . ._..........”t.l....ma. R - . H = s .
2 -.—.«..._‘.rnﬂ.w....__l hﬂ-h."%.ln Al .l..J-.. #-&.“. &Plh b ol y i - ' -

1] - -
tl o 4 - - _Ja gl e, - b : hl.u..rf l..rL- L] ﬂl-....‘t..l .
N | LI et " T I PR M” - - — - - . . - . » -3 E -
" - - - - [ . Ty - =a i
e o l...quq-ll - ._...__...._ -y . . - M o« T - - - - " . - - -, LI . -
- v o . - . - : . A -
- L - Wy - - 13 L] - - - .1.._...*
- ] r - L = ol - - g+ N - 1 A - - . 1 . . ik e
L - i _ -t % . - 1 . an A r % . 1 A - o - - . ., T e [ - L R NaT [
+ .'....... * - L - a2 * - Y 1 ’ .}..-. - F .Ka L] - --..-. -.T, I R, W Fr Ram T e - l.h-..l.l.l.‘..ﬂi‘l.t‘. e}
- - - - L - - - ! * -, . =" " - - - - L. 1
- ) il - ) ' - Y. e - o .,Hﬂ —w T * £ P Y S e I PR e - __,..lr y '
- " TS 1 i TR - i . " - - - U " Wy r
- Fl a - - - - L] .__H F o - - -~ - -r - -+ - Er - [ " u [ i - r .ﬂ - oo e .—.._-.
- * - - i - i - - aa I
- - : R 4 - - - e . p T S Tl 2 oL o

- - - . " * L] - * - - » - -t - e v - - 1 - 5 - !
- . , : . SR S S - : LY e e

- s - — - r Ta —_— - A
- ! u - - 1 - » . - . 4
- L.l.l.l.-.._ w fTnk |.__.h
- = L . — . :W ur._.ﬂ.!_-......_l.r- ....1. =
a L k- r, . - . I.-.ll_l...-r L
+ L

- r - -
-~ L E

-
.T.-.‘.‘l-. -

cc
L]
vh
¥
[
¥

o e . , N5 2
= = . N
E 2 = , § G
e -
T i o ® .
S S - slal- *
s o o)
g= = = : R 8
3 — & o - O 8 2
= & -, - me.m v
r —— %] -~ __...:-.._... N
e ==} a0 " QD T
0 =) — . nm -
0 o C Lid ] d ._ruuh
v 3 " N 5
@ O 3 b - o o
= = 3 = = & 5 &
{ ¥ - < — L L, = =
i 23 = = < 8 5
M P L
rm > | e o B . TANE
- = © &8 - T‘
- = W, 2 .
Py - -
..nw > <
3 = _
- .ﬂm
T . LI
- i . ] . . R e s e .uﬁ.w,n.ﬁn..u”f”mh,- .f...,



e e Nl it I bl o e St

e N A i S
-y - Firuiiey, b e PR ..'-.“- ﬂ‘*_h *—_.m‘ - !'HI' ‘*M | .'#'——-_ Ay oA WW “r-ﬂﬂw—w “-'.-h.—.ﬁ_‘ﬂ_- ety gl gl bl = mw
. f

- —— L

S

.
- ‘F?q,-_-‘_‘-* — L Twl“‘—.”*mﬁl—*. e o — P =

RELATION OF EMPLOYER AND EMPLOYEE IN
REFERENCE TO INVENTIONS.

It is an elementary principle of law that patents for in-
ventions shall be granted to the first inventor of the im-
provement. The first inventor is he who first perfecis the
invention and renders it capable of successful operation.
He alone is entitled to a patent, and although at the tiine of
completing the invention others were in the field engaged
in developing the same idea and experimenting to that end,
his rights are not affected, unless it i1s that one who con-
ceived ahead of him was at the time that he entered the
field using reascnable diligence in adapting and perfecting
the invention.

It is the policy of the law to sccure to inventors every
right to and protection for their inventions and afford re-
dress for unlawful trespass by others. Patents are property.
They are given as a consideration or reward for the benefit
inuring to the public upon the expiration of their term.
There are no restrictions 1mposed by the law upon an 1in-
ventor’s rights to a patent or protection thercunder. Indeed,
there is no benefit available under the law which guarantees
more liberal protection than that of our patent system. No
distinctions arising from situation or business calling are
recognized. No one is barred from receiving a patent for
his invention, with the single exception of employees of the
Patent Office, and even that restriction is waived upon the
employee leaving the Office. Ile may then patent his in-
vention, though it was conceived prior to or during his
employment.

But these general rules must neccessarily find exceptions
arising from the relations which mdividuals assume in their
business and with reference to their inventions. Labor and
mventive genius may be required in the development and
reduction to practical form of a basic invention. Sugges-
tions as to the mechanical embodiment and method of oper-
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ation of a principle—ancillary and subordinate to the main
1dea—may require the services of men skilled in the art to
which it relates and competent to work out the invention
into practical form. Under such circumstances the persons
who in tho course of their employment incidentally cereate
useful inventions; those who are employed for the purpose
of inventing, and those who make subordinate suggestions
to the inventor of the basice 1deq, assume relations whieh re-
move the:n: from that position of equality in which it is the
purpose of the law to regard them as standing, It becomes
necessary to establish doctrines applicable to the nature of
the relations, and in doing so, and at the same timne preserv-
ing as far as possible in each individual the vight to his own
inventions, the courts have had no easy task, and the rules
they have laid down are characterized by a desire to effect
the greatest good for all concerned.

These relations naturaily are of most frequent occurrence
between employers and their employees. The attitude for-
merly assumed by cmplorers of discouraging their em-
ployees from developing inventions, through a possible fear
that such inventions might supersede the articles, machines,
or mcihods sold or employed by themselves, has, In recent
years, very materially changed, and it is rathier the desire now
to encourage and facilitate the inventions of the employeces.
This is due in no small measure to the fuct that the merit
of the eniployee’s invention has asserted itself in spite of
obstacles, and hecause 1n the progress of the arts so essen-
tial is the work of the skilled mechanic that he is indispen-
sable in the reduction of many important inventions to
practical form. This has resulted in opening a new field of
employment devoted solely to the exercise of inventive
genius and mechanical skill.  Instead of the invention being
merely an incident to emplovment, 1t is now often the sole
consideration. 'The employer is always recady to adopt an
invention which will factlitate his work, reduce the cost of
manufacture, or promote the efticiency of the articles he
produces. An employce, skilled in his work, soon nvents
means for attaining some or all of these objects.
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Let us consider the relations in the order they are stated
nbove. [irst, where the employce’s services simply involve
the exoercise of skill in his calling and do not require that
he invent. If he, in the course of his employment, with the
tools, machinery, material, and time of his employer, cre-
ates an invention, it is apparent that although he 1s the in-
veutor and has produced only what his own inventive
genius has made possible, yet something has passed to him
from his employer, some beneflit has acerued to him for
which heis in a measure obligated,  The law recognizes this
obligation and sceks to confer certain rights upon the em-
plover. DBuat tiiese rights vary with circumstances and also
with the nature of the mvention. it the employee permits
the invention to go into use in his employer’s business and
acquiesces insuch use, the law presumes that he so intended,
ana that by permitting it an implied license was created con-
ferring upon the employer the right to use the invention.
But the nature of the invention must also he taken into con-
sideration and likewise the employer’s business, for it is obvi-
ous that 1l a printing press be the subject of the invention and
the employer a printer, using the press in hius business, a
different situation exists from that wheve the invention ve-
lates to a process of reducing ores, und more at variance
yet with the situation where the invention comprehends
a product made and sold in aquantities, as valves or locks,
and the employer is engaged in their manufacture and sale.
The general rule is that the employer is entitled to use only
the specific machines made under his employment; but
while this would apply to the instance given of a printing
press, yet obviously it could not determine the sttuation in-
volving the process. A process is intangible, indivisible,
and to confer any right whatever upon the employer he
must be permitted to continue its use. Where the employer
has been making and selling an article in unlimited quan.
titles and without objection from the employee, the latter
will be held to have agreed to such manufacture and sale,
and this presumption will grow proportionately to the time
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that the employee allows to elapse before asserting his
rights,

It will, of course, be understood that the relation now
being discussed creates on behalf of the employer merely o
license or right existing only between himself and his em-
ployee and not capable of transfer by the employor against
the wishes of the employee. But if the employee permits
a third party, as another company, to also use the invention,
and the business of his employer passes to such third party,
the latter will be regarded as justified in continuing the
use. But in all the instances given the relation does not
affect the title to the patent or the invention which it em-
braces. This remains in the employee.

Cousidering now those who are employed to use their skill
and inventive faculties in improving the machinery, applh-
ances, or inethods used by the employer. Here the employce
offers his skill and ingenuity in improving devices as the
value to pass to the employer in return for the salary the
latter is to pay. ‘The essence of the employment 1s to
create a benefit to the employer’s business. When this situa-
tion is present, the inventions of the employee which are
within the terms of the contract belong exclusively to
the employer, and likewise the title to the patent and the
monopoly which it creates. But it is necessary to fully
establish on behalf of the employer that the invention was
within the terms of the agreement and that the latter was
clear in its purport and understood by the parties. Where
its meaning is vague, or the evidence tending to support it
ig insufficient, equity will not decree a trausfer of the patent
title fo the employer. And herein is involved a peculiar
and almost inconsistent attitude of the law in respect of this
kind of employment. Itrecognizesthe validity of a promise
or agreement to assign the right to patent, though such
agreemcnt be merely oral. It is not necessary that it be in
writing as in the case of the actual deed of assignment of a
patent or the invention embraced by an application for
patent. And yet when litigation arises requiring it to be
determined exactly what wus embraced by such agreement,
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evidence contrary to its alleged scope and provisions will
create the presumption that the understanding was not
mutual, that its terms were not precise, and therefore vague
and indefinite, resulting in a refusal of the court to decree
that the title shall be conveyed to the employer. In one
~case an employce made an improvement which he patented
and afterwards left his employer. In the suit to determine
the right to the invention directly opposing testimony was
offered to show the terms of the agreement between the em-
ployer and employee. On behalf of the employer it was
maintained that the emplovee merely asked for the moncy
necessary to patent his improvement and said he would not
want any interest in the invention. On behalf of the em-
ployee this was denied, he insisting in substance that the
company offered to pay the expenses and that there was no
understanding as to the title to the mvention. This case
was carefully considered by the Circuit Court at the trial and
by the Supreme Court of the United States on appeal. The
lower court said that where the testimony was so conflicting
the circuinstances must govern in order to reach a determi-
nation. It took the ground that not only had the employee
been hired for the purpose of improving, and that in con-
sequence his productions were what had been bargained
for, but the 1mprovement which he brought out was what
might have been reasonably expected—that is, his inven-
tion was not of such a broad generic nature as to have been
impossible of cuntemplation by the parties to the agree.
ment, and that, therefore, the invention and title to the
patent covering the same should be transferred to the em-
ployer. But the Supreme Court reversed this decision and
held in substance that the lack of certainty as to the agree-
ment was enough to denzy to the emnployer the right to the
employee’s patent.

The discussion of the two relations thus far considered
shows that the mere naked license on behalf of the em-
ployer may readily be established, but that his right to the
complete title to the employee’s invention must be sup-
ported by a clear and unequivocal agreement.
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The third class of relations has reference to suggestions
which one person may make tending to perfect the invention
of another, reducing the basic principle to practical form.
While this relation may arise wholly independently of em-
ployment, yet it generally happens that the originator of the
generic idea employs skilled workmen to aid him in carry-
ing out his invention and providing the necessary mechan-
ical devices. This relation, while obviously created for the
gole benefit of the employer, may, in the absence of a defi-
nite agreoment, as above discussed, result in the entire in-
vention being that of the employee. In order to preserve
in the employer the right to the invention—that is, his
broad idea, together with the suggestions—it 1s essential that
such suggestions be ancillary, subordinate to the conceived
design of the employer. If he has discovered an improved
principle and employs others to assist him and they 1n the
course of experiments make valuable discoveries ancillary
to his invention, the employer isentitled to those suggestions
aud may embody them in his patent, claiming them as his
invention; but where the suggestions are more than merely
subordinate to the main ideua, where they constitute the
whole substance of a separate invention and embody suffi-
cient to enable an ordinary mechanie, without the exercise
of ingenuity, to make and operate the machine or carry out
the process, there the employee’s suggestions rise to the
dignity of an independent invention.  lle alone is the in-
ventor, and if the patent embodying the suggestions be
issued to his employer the patent is void.

This doctrine applies also when the general relation of
the parties ic not that of employer and employece as that
relation is generally understood. It extends with equal
force to the situation presented when one person or company
places in the hands of another person or company an order
for the construction or manufacture of a machine or article
requiring the exercise of skill and ingenuity in its fulfiliment.
The party to whom the order is given may hold out as oue
of the features of his business the fuller development of a
basic idea. His ability to do so 1s practically part of his
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stock in trade, and what he produces is the value he gives
for the compensation he receives. 'The results of his efforts,
subject to the conditions above stuted, belong exclusively to
the inventor of the basic idea who employed him for 1ts re-
duction to practical form.

The doctrine also applies to the situation where an in-
ventor forms a partnership with one who advances the funds
necessary to protect and exploit the invention.  ‘T'his sitna-
tion is of frequent occurrence. T'he partner at the financial
end of the firm may devise an nnprovement upon the in-
vention and may, as has often been done, seek to patent the
improvement for himsell; bhut if sueh improvement is an-
cillary to the mnain idea brought out by his partner, if it
comprehends means of construction, or relative arrangement
of parts, or treatment of elements, or proportion of ingredi-
ents, tending to promote the efficiency and utility of that
main idea or broadeu its scope of application, such inven-
tion is merely subordinate and cannot be regarded as be-
longing exclusively to the 1nventor. Of course, a further
ground upon which no patent should issue to this partner
is that he, baviug entered into contract relation to exploit
a principal invention, is not entitled to the exclusive right
to his improvement when the very spirit of such improve-
ment 1s an elaboration of the invention which forms the
subject of the contract.

This doctrine has sometimes been overlooked by the
Patent Office when determining by mterference proceedings
the rights of rival claimants to a patent for the same inven-
tion, Most of the cases decided there simply present the
situation of two or more inventors independently working
along similar lines to attain the same end, and the main
1ssue 1s priority of invention. But where it is shown that
two or more of the litigants stand in an attitude analogous
to any of those just discussed, the general rule of priority
must be subordinated to the unchanging canon formulated
by the courts to meet the requirements of that situation.

In considering the various subjects treated herein, it may
appear as If a bardship must frequently result because of
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the ground on which unsuccessful litigants have been held
without standing in court. But it must be remembered
that the policy of the law is to carryv out that provision of
the Constitution authorizing the grant of patents for the
purpose of promoting the progress of science and useful arts.
In order to do this it is necessury that the general welfare
be considered and doctrines established looking solely to
that end. If it be considered that the right of the employer
to use his employee’s invention is not reasonable, it must he
remembered that there are obligations resting upon an em-
plovee flowing from his employment, and benefits resulting
from the use of his employer’s property. If it be thought
that the contract to enter employment for the purpose of
inventing, whereby the employee’s inventions becotne abso-
lutely the property of the employer, is a contract in restraint
of trade, and therefore unlawful, it must be borne in mind
that the underlying purpose of regarding as invalid con-
tracts in restraint of trade is the protection of the general
public. It cannot be extended to preclude individuals from
contracting so as to bind themselves under stipulated arrange-
ments, for that very “geuneral pubiic” which so jealously
guards against encroachment upon its rights, maintains as
one of its foremost principles the liberty of cach individual
to contract with respect to his own affairs. In many of the
cases where a possibly meritorious inventor has been de-
prived of his rights his loss has been solely due to his delay
in seeking redress for their trespass. The equity courts are
responsive to appeals promptly made upon injury being
sustained, but where time elapses and one sleeps upon his
rights his standing grows weaker with the lapse of time.
Tardy complainants often delay because to bring their action
they must abandon a position more lucrative than the pos-
sible results of an adjudication in their favor. Iquity often
goes hehind the facts relied upon to ascertain the presence
of this situation, and it has generally found it, or an equiva-
lent ground, before denying to a complainant that relief to

which he appears entitled.
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