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A BRIEF SURVEY OF THE FIXED
LAW OF PATENTS

INTRODUCTORY. — This chapter is a bird’s-eye view of the
main body of the work. It takes up, in order, the main titles and
aims to state the general conclusions which are evidenced by the
collocation of appellate rulings. Its value lies in affording a com-
parison of views. The user of the book may examine a question
in the light of the quotations from the law. He may draw his own
conclusions and then compare them with those of the author.
Such a comparison will be helpful whether the conclusion of the
one tallies with that of the other or not. What is sought 1s the true
vision — to extricate ourselves from the inert mass of decision
and digest and get to higher ground. The aim of this chapter 1s to
enable the practitioner — not the patent specialist alone, but the
every-day lawyer, to. gather up the living forces of the law and
apply them to the solution of immediate problems.

The principles of the patent law are not so difficult or recondite
as they are commonly regarded. The common hesitation in
approacﬁing a question of patent law is a traditional fear rather than
a substantial reality. This book would fail of a main purpose if
it did not enable the lawyer in gencral practice to meet and
effectually dispose of the ordinary questions arising in the realm of
patents.

This survey should serve another purpose: It should make
evident the fact that the patent law of today is the result of a
natural, progressive development along broad, sane lines; that
it is, in the main, natural, logical, and therefore simple. It should
make it evident that the great principles are fixed; and being
fixed, that Congress should be slow, very slow, in disturbing the

structure by tampering with the statutory foundation upon which
it is builded.

ABANDONMENT, §§ 1-20.

It is to be observed at the outset that a patent creates nothing

that did not before exist. The patent secures to the inventor, for

1 The references to cases and scetions in this chapter are inclusive of the Appendix Chapter,
which has section gumbering identical with the body of the work,
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a definite period, the exclusive right to enjoy what has been created
in his own mind, that which already exists; it secures to the public
a full disclosure of that which already exists. The common law
recogr.izes no quality of property in such a creation, and conse-
quently there could be no abandonment of that which had no
existence as property. The Constitution and the statutes give to
invention the character of an inchoate right which the inventor
may, by compliance with the statutes, transform into a substantial
property right. It follows, then, that abandonment must reside
in the acts of the inventor by which he has deprived himself of the
right to establish or enjoy the monopoly which he might have
secured.

Since abandonment is a forfeiture which places a right beyond
possible recall, and since courts do not favor forfeitures, the evi-
dence must be clear and convincing beyond doubt. An invention
may be abandoned either before or after application for patent, or
cven after the patent issues; but there is a wide difference Letween
abandonment of an invention and abandonment of an application.
The latter does not necessarily constitute abandonment of the in-
vention at all. An application may be abandoned or forfeited, and
renewed repeatedly, so long as the applicant remains within the time
and terms of the statute.

While abandonment may occur either in the active or passive
volce, 1t is rare that the evidence shows a positive act. Usually
it is a case of sleeping on one’s rights or of unconscionable delay
under cover of experimental use; and occasionally, just after the
close of the eleventh hour, the inventor essays to recover a monopoly
in a thing which his foresight was not clear enough to appreciate
and which was revealed to him only by the sagacity of others.
An inventor may not sit with folded hands to let others prove the
utility of his invention; nor may he, under cover of experimental
use, prolong the life of his monopoly. On the other hand, the courts
are gentle with the struggling inventor who is acting in good
faith; and they give wide margin for experimental use (see Eliza-
beth ». Amertcan, 97 U. S. 126; § 414) where the invention requires
the test of time or use to demonstrate its utility.

It has been said repeatedlyv, as stated above, that abandonment
may occur either before or after application; but it must be borne
in mind that the statute makes a distinction between public use
and abandonment (Sec. 4886).. While it is true that public use has
been regarded as constructive abandonment since’ the act of 1830,
National ». American, 176 Fed. 79, § 2, it is also true that, as aban-
donment is purely constructive or presumptive under the statute,
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and has nothing to do with the question of intent, Western Glass v.
Schmertz, 185 Fed. 788, § 2, it is a question of law, and not a question
of fact, Corrington v. Westinghouse, 178 Fed. 711, § 2. Public use
for two years is an absolute bar which ecannot be excused and which
operates without reference to the intent of the inventor or any con-
struction of his conduect. It is not uncommon for the courts to use
the term abandonment where the condition is one of public use for
more than two years. ’

Abandonment by failure to claim or by amendment of application
and acquiescence in the ruling of the Patent Office in restricting
the scope of a claim is true abandonment (§§ 199-215); and here
the inventor i1s often deprived of a substantial right by the conduct
of his solicitor in following the line of least resistance in the prosecu-
tion of an application.

ABATEMENT, §§ 21-23.

While it is true that a sole plaintiff or complainant, suing in his
own right, having disposed of bis entire interest in the patent and
controversy is unable to further prosecute the cause, it is equally
true that, where there is a successor capable of assuming the burden,
and who promptly takes steps so to do, the action does not neces-
sarily abate. The question is one of continulty rather than per-
sonality; and the courts are little disposed to hang the fate of a
cause upon so uncertain an event as the life of a person, real or

artificial.

ACTIONS, §§ 24-27.
Actions for infringement are separately considered under in-

fringement, injunction, defenses and pleading. (§8 447, 535, 308,
and 789). Qui tam actions or actions for false marking need not
be considered.

Actions to compel issue of a patent lic under See. 4915; and the
action must be brought within the jurisdietion including the official
residence of the Commissioner of Patents. In such case the court
will pass upon the entire question of patentability and right to a
patent; and the mandate of the court when filed In the Patent
Office, unless stayed by appeal, becomes binding upon the Com-
missioner. Since appeal lies to the Court of Appeals, D. C., and
since such appeal does not involve a patent right, it is not appeal-
able to the Supreme Court. Dunham ». Seymour, 161 U. S. 235,
§ 143. Such an action may grow out of the ordinary rejection of
an application, or out of a decision in interference, or out of the
issue of a patent to the wrong person. Three important rules have
been established in Greenwood ». Dover, 194 Fed, 91, § 25:
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1. That an action to compel issue is an original proceeding and is
in no sense an appeal from the Department, or from the Court of
Appeals, D. C. ‘

2. That the complainant may carry his date of invention back
of that of the Patent Office proceeding and that in evidence before
the Court of Appeals, D. C.

3. That to overcome the decision of the Patent Office as affirmed
by the Court of Appeals, D. C., the complainant must introduce
evidence which will overcome the presumption of priority of the
decision of that court, and more.

Actions to cancel letters patent can be brought only by the
Government. A grant once issued by the Commissioner can not
be recalled; nor can a patent be cancelled in a collateral proceed-
ing. The Bell Telephone Case, 167 U. S. 224, clearly established
the conditions under which such an action will lie.

Actions under Sec. 4918 for delimiting the rights under issued
patents having conflicting or overlapping claims are considered
under § 587, interfering patents.

ADJUDICATIONS, §§ 28-37.

It would seem that a prior adjudication should be conclusive
between parties and privies to the smit; but the possibility of pre-
senting new defenses, under cover of newly-discovered evidence,
and the restrictions laid upon the question of privity (§ 386), render
a prior adjudication devoid of true finality in most cuses.

The utter chaos into which we have fallen with reference to the
finality of a prior adjudication as determining the status of a patent
is well illustrated by Consolidated ». Diamond, 157 Fed. 677, and
the other cases imnvolving the Grant patent. This patent has been
held valid in the Southern District of New York, the Southern
District of Ohio, the Northern Distriet of Georgia, and by the
Circuit Court of Appeals of France. The Circuit Court of Appeals
for the Sixth Circuit held the patent void for want of invention.
Squarely in the face of the last-named decision the Circuit Court
- of Appeals for the Sccond Circuit held the patent valid. Here we
have the case of a grant of the Government held void in certain
parts of the United States, held valid in other parts, and thereby
under a cloud throughout the rest of the land. And no right of
appeal lies. That the framers of the Constitution and the authors
of the patent statutes never contemplated such a condition is evi-
dent. The utter failure of comity between our circuit courts of
appeals presents a situation, relatively speaking, as repugnant to
the spirit of the Constitution as the secession of a state from the
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Union. But with the precedent of the certification of this case to
the Supreme Court and its final decision (220 U. 8. 428) and the
plain provision now existing for such certiucation (Jud. Code, Sec.
239), this evil should disappear.

And the decision in Kessler v. Eldred, 206 U. S. 285, is a step
which does little more than add confusion to uncertainty. In that
case Eldred, the owner of a patent, sued Kessler, a manufacturer
of electric cigar lighters, in the district of Indiana. The court
found non-infringement and dismissed the bill. Subsequently
Eldred sued Kirkland, another manufacturer of similar cigar
lighters, in the Western District of New York, was defeated at
circuit, but prevailed in the Circuit Court of Appeals. Eldred next
sued Breitweiser, a user of Kessler lighters, In the same district
(W. D. N. Y.). While this last suit was pending, Kessler filed a
bill in the Northern District of Illinois against Eldred to enjoin him
from prosecuting any suit against him for alleged infringement of
the patent by purchase, use or sale of any cigar lighter manufac-
turcd by Kessler and identical with the lighter in evidence before
the court in the first suit. The Supreme Court held that the original
judgment conclusively settled the right of Kessler to manufacture
and sell his manufactures free from all interference from Eldred
by virtuc of the patent there adjudicated, and granted the relief
prayed for. Here, then, is the situation, in part at least: If oue
buys a cigar lighter from Kessler in Illinois or anywhere else he
may use it anywhere, even in the Second Circuit where the patent
has been held valid. If one buys that cigar lighter from any other
maker than Kessler, he may use it in the Seventh Circuit and not
infringe; but if he brings it into the Second Circuit and uses it
he at onee infringes. If one makes such a lighter in the Second Cir-
cuit he infringes; but he may carry it into the Seventh Circult and
use it freely. If a user of such cigar lighters were sued in the Sec-
ond Circuit by Eldred for infringement of his patent and an injunc-
tion asked, the court would have to exclude from its restriction (as
was done in the case of Consolidated ». Diamond) all lighters made
by Kessler. What might happen in any one of the other seven
circuits one may only surmise. With all respeet for the Supreme
Court, the author submits that the mark was entirely missed in
the failure of that court to recognize that this unspeakable chaos
has its origin in the utter repugnancy to common rights of that
portion of the act which closes the right of appeal to the Supreme
Court. The Circuit Court of Appeals has recognized the great
uncertainty of this ruling (Hurd ». Seim, 191 Fed. 832, 835) and has
indicated that it should be further reviewed by the Supreme Court.
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However, there are certain holdings co-related to adjudications
which are more harmonious. These are considered under comity,
§ 250, and res judicata, § 893. a

ADMINISTRATOR, EXECUTOR, OR COMMITTEE OF AN

INSANE INVENTOR, 8§ 38—41.

Prior to the amendment to Sec. 4896 on May 23, 1908, there
was no provision for application by the legal representative of an
insane person. KEven as thus amended the statute does not cover
the case of an inventor living and sane, but Incapacitated for making
application; and since the two-year limit of public use is absolute,
rigid, a case might well arise where an application would be barred
by two years public use while the inventor was incapacitated by a
passing 1iliness.

A license, personal in its nature, does not pass to the represent-
atives of a deceased licensee; but an assignment or license, alien-
able during the life of the holder, does so pass; and an executor
or administrator entrusted with an interest in a patent upon which
the deceased might have brought suit, may sue for infringement.

AGGREGATION, 38§ 42-51.

The distinction between an aggregation and a true combination
is not always clear. The main test lies in examination of the result
— the function performed. If that result is the sum of the several
actions of the clements, it is an aggregation; if it is the product
of those actions—1if the action of one element so modifies the
action of another that the resultant action differs fromn the sum
of the scparate actions — it is a true combination. Of the cases
quoted under this title the most interesting and instructive are
Dunbar ». Eastern Elevating Co. and Goss ». Scott (§§ 48 and 45).
In the Dunbar case, an clevator with a fixed leg for entering the
hold of a vessei was old. A movable elevator with a leg capable of
entering the hold of a vessel was old. Dunbar took aun elevator
of the stationary type and mounted a movable leg on a track in
front of the stationary clevator, so that when a vessel came along-
side the elevator and -the fixed leg was entered at one hatch, the
movable leg could be moved to enter another hatch at whatever
distance from the former, and thus the cargo could be unloaded
from two points into a common elevator. That the invention was
of large value and was licensed generally no one questioned: but
the Circuit Court of Appeals for the Second Circuit reversed the
court below without hesitation on the ground that there was no
modification of function, the one by the other, and that the result
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was aggregation and mere mechanical skill. The printing press case
is especially interesting because there we find the court holding
one patent valid and another patent void in the same suit on the
ground that the one covered a true combination while the other
was for a mere aggregation.

There are patents covering so-called ‘¢ systems,’” such as systems
of electrical operation or control, which present serious problems
in aggregation. Many of these patents show a fine quality of
mechanical and engineering skill, but are destitute of that quality
which characterizes true invention. The holding of the Second
Circuit in Western ». Rochester, 145 Fed. 41 (§ 698) is indicative
of the trend of future decisions in such cases.

Of course the Rubber Tip Pencil Case (Reckendorfer v. Faber,
02 U. S. 347) is standard authority on this question as related to
articles of manufacture; but the writer has always regarded that
case as involving mechanical skill, pure and simple. It did not
rise, in his opinion, even to the dignity of a clever aggregation.

AMENDMENT, §§ 52-57.

In view of the remarks made in § 53, only brief comment need
be made here. The underlying principle governing the question
of broadening the scope of a patent by amendment to the body of
the specification is this: If the original description disclosed the
subject-matter of the amendment, then the amendment, if justified
by the state of the art, is proper. If, on the other hand, the original
description did not so disclose the subject-matter of the amendment,
there is no foundation for the amendment. The statute makes no
provision for the filing of a supplemental oath to justify the intro-
duction of new matter, although the Supreme Court had inferen-
tially approved of 1it, Steward ». American, 215 U. S. 161, § 780. The
Patent Office Rules do make such provision. Whether such practice
1s justifiable or not the appellate courts have not yet determined.

The most serious problems are those where the applicant has
injected into the specification matters of improvements, after-
thoughts, and statements to broaden the scope of the patent. When
such amendments are made after long delay and after the accruing
of intervening rights, as in the case of Mayo v. Jenckes, 133 Fed.
527 (§ 54) they are unwarranted. These common attempts to
broaden the patent consist both in amendment to the description
and to the claims. While the applicant may always amend to
make his description and his claim as broad as his disclosure, the
grant may never go beyvond that point; for the moment it does,
the applicant exceeds the statute, which requires, as a condition
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of the grant, a disclosure of the exact monopoly sought, in such
full, clear and exact terms as will enable a person skilled m the art
to make and use the same. This question arises and is considered
more fully under the title of claims — construction, §§ 188-230.

ANTICIPATION, §§ 58-108.
The grant of a patent is prima facie evidence of novelty, and

conversely, that it is not anticipated. @ The weight of this pre-
sumption is not great. It may be re-inforced somewhat by evidence
of large utility and use, but nevertheless the judicial mind
approaches this question with little predilection in favor of the
patent. And so it should be; for both the patentee and the public
are entitled to an adjudication, which shull be exhaustive of the
state of the art and broadly conclusive of the questions In con-
troversy. As has been so well said by the First Circuit in Millard
». Chase, 108 Fed. 399, (§ 681), it is the duty of the court, unham-
pered by the framing of the issues by the parties, to pass upon the
scope and validity of the claims in the interest of the public.

Since no general test of anticipation exists, or can exist, we must
content ourselves with aids like the following:,

1. As an invention in order to receive the protection of the law
must be so deseribed as to cnable one, without experiment, assist-
ance or advice to make and use the same, 50 an alleged anticipation
must disclose the invention so clearly that it may be made or used
by those skilled in the art without resort to the patent under attack
for necessary information.

2. Anticipation may not be read out of the patent in question
and into the alleged anticipation. It is easy to do so after the
fact (see § 693). '

3. Anticipation cannot be made out by finding one element
here, and one there; nor can it be made out by the ingenious cluci-
dation of doubtful and uncontemplated functions of an old deviece
by expert testimony.

4. The analogousncss of an anticipation is * proportioned in-
versely to the distance from which it is brought.”

5. The * infringement-if-later ”’ rule is not of universal applicu-
tion. Infringement is not the unqualified antithesis of anticipation.

An abandoned experiment can never anticipate. So long as 1t
is an experiment it is not an invention. If it is reduced to practice,
made operative, it is no longer an experiment. Experimental use
is quite a different thing. An abandoned device to be an anticipa-
tion must disclose the idea of means to such a degree that nothing
more than ordinary mechanical skill is necessary to make it per-
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form the required function. A mere conception, however compléte
and exact, 1s not enough. On the other hand, it is immaterial that
the anticipating device, so long as it was complete and operative,
never was used practically. But it happens not infrequently that
an alleged anticipation is brought out of a scrap-heap, attic, or
store-room and clothed with the dignity of perfect anticipation.
Such devices must be viewed with a conservatism commensurate
with the enthusiasm or complacency with which they are produced.
Nevertheless, if the anticipation is evident, the non-use cannot
discredit the showing,

Anticipation, once fairly cstablished, the burden of proof shifts
to the complainant, and in addition to this burden is the obligation
to establish invention anterior to the anticipating exhibit with no.
less certainty than is required to establish anticipation.

Combining old elements is a favorite expedient of the expert.
He dissects the patent in suit to break up and destroy its entirety.
Having done this, it 1s ordinarily easy to find one element or sub-
combination in one patent, another in another, and so on. The
danger in such an attack lies not so much in the building-up of
combinations from old devices and patents as in the clever and
misleading dissection of the patent in suit which reduces it to a
mere aggregation, where ‘f anticipation on the installment plan ”
may be applied with much show of sincerity.

A more complete and condensed statement of the general rule
upon evidence of anticipation than that in Coffin v. Ogden, 85 U. S.
120, (§ 71), is not to be found. Nor ecan anything be added to the
statement of Judge Coxe in American ». Wagner, 151 Fed. 576,
(§ 72), upon the evidential value of models. Expert cvidence of
anticipation, like expert cvidence in general, divides under two
heads: First, that class which elucidates the constructions and
cnables the court the more readily to form a correct judgment.
Sccond, that class of evidente which, concluding with a jurat, elu-
cidates nothing, and having settled the law and the fact, leaves
nothing for the court to decide.

Darol evidence of anticipation must be certain, clear, and iree
from suspicion. Since the Barbed Wire Case, 143 U. 5. 275, the
courts have been properly suspicious of oral proofs of anticipation
— suspicious of fading memory and conscious or unconscious bias.
Yet there are cases, like that of National ». Stolts, 157 Fed. 392,
(3 74), where parol evidence alone is sufficient to defeat o patent
on the ground of anticipation. Whether the proof be in the form
of a tangible device, a prior patent, or the oral testimony of wit-
nesses, it must be sufficient to carry the question clear of doubt.
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A patent is a substantial right, and the evidence to destroy it must
be, in its way, no less substantial.

Foreign use alone does not anticipate. It is only when such
use is brought to this country in the form of definite knowledge
prior to the date of the domestic invention — only when it becomes
“known "’ in the sense required by Sec. 4886 — that it can operate
as an anticipation. Mere knowledge of the fact that a certain
thing is done abroad is not enough.

A patent or publication in a foreign country, in order to become
an anticipation, must be a full and clear disclosure which will en-
able one to practise the invention of the patent in suit without
its use as a side-light. The loose methods which obtain in many
foreign countries as to the drafting of specifications and claims
render it necessary to view such disclosures with much suspicion.
Loose and general statements may be twisted into seeming antici-
pation. )

An interesting question of carrying the date of invention back
~ of a foreign patent is raised in Welsbach v. American, 98 Fed. 613,
(3 82).

As above stated, the ‘“ infringe-if-later ”’ rule is not of universal
application. It rarely happens that the alleged anticipation is a
Chinese copy of the device of the patent under fire. Questions of
equivalency, identity, diversity, transposition of parts, and many
other questions are usually present to complicate the examination.

The rule as to anticipation by a prior inoperative device is this:
If the inoperativeness is a mere matter of lack of mechanieal de-
velopment, the essence of the invention being clearly present, such
defect will not prevent anticipation; but if the inoperativeness
resides in an inherent defect and lack of elements in necessary com-
binative relation, then the anticipation fails.

Since every inventor is charged with knowledge of the prior
art, so a witness claiming knowledge which will anticipate is
charged with that exactness of knowledge which enables him,
wholly independently of the patent 1n suit, to disclose the invention
in operative completeness. Anything short of this is insufficient.

Mere knowledge of ti entific principles involved will not answer;
the knowledge must the means essential to put them to use.
Nor will knowledge - -~ lar device in another art performing a
ditferent function dc > knowledge must mateh up with the

vital features of the inve..cion, else it fails.

Anticipation by a mere paper patent is a subject upon which the
circuit courts of appeals are not in perfect accord. A reading of the
cases under §§92-99 will show the different leanings. Neces-
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sarily, a clear showing, whether the patent be paper or otherwise,
must be anticipation; but when the paper patent must be con-
strued, explained, and made to fit the case, it clearly has not the
same weight as a patent which has gone into use and demonstrated
its practical utility. And this, too, is as it should be; for when we
must rest anticipation partly upon a prior patent and partly upon
the construction we must place upon it, we have the right to insist
that our construction shall rest upon a substantial thing, and not
upon something that has a doubtful standing in the realm of realities.

The earlier idea that a process cannot be anticipated by a machine
which discloses the process is doubtful, Johnson ». Chisholm, 115
Fed. 123; Model Bottling Mach. ». Anheuser-Busch, 190 Fed. 573,
§ 100.

As a single use for more than two years is an absolute bar to a
patent, so a single prior use is sufficient to anticipate. Neither
number of uses nor number of persons knowing to such use matters.
A single use by a single person, if duly proved, anticipates. DBut
a mere accldental use, or the fact that the prior device might,
in the light of the patent in suit, have been put to the use in question,
is not, anticipation.

Finally, the question of a doubtful anticipation may be resolved,
in many cases, from surrounding circumstances. A well organized
showing of anticipation may be so utterly repugnant to ordinary
human conduct and condition as to discredit itself. On the other
hand, while it may be impossible to find absolute, item for item
anticipation in the prior art, 1t may be so evident that the inventor
was nothing more than a borrower from prior or analogous arts
that his invention merits scant respect. Generally speaking, an-
ticipation is a problem demanding a careful analysis of the subject-
matter, a carcful balancing of the proofs adduced, and the exercise
of 2 sound common sense which recognizes the human element and
the personal equation.

APPEALS, §§ 109-144.

Only such matters relating to appeals are considered in this
work as relate particularly to patent causes. There are excellent
general works on the subject, and anything more than a very brief -
review of the rules peculiar to patents would be out of place.

Appeals from orders granting injunctions are so intimately con-
nected with the subjeet of Injunctions that they are preferably
there considered. (§§ 535-545). |

While the Circuit Court of Appeals Act cut off appeal to the
Supreme Court in patent causes, except appeals from the Court of
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Appeals, D. C., and while the Judicial Code repealed § 699, R. 8.,
thus cutting off appeals from the Court of Appeals, D. C., and thus
raised that tribunal to the position it deserved — on a par with the
nine circuit courts of appeals — a question of jurisdiction is appeal-
able to the Supreme Court from any of these courts.

Assignments of error are too often based upon the opinion of
tlie court. This is bad practice. The assignments should be directed
to that which the court decreced or refused to decree as raised by
the pleadings. A general assignment would seem to be good; and
the appellate court may, of its own motion, raisec a question not
assigned, when an error by the court below is evident. The assign-
ments should raise the issues on appeal in an orderly manner and
without prolixity; and the brief and argument should be directed
thereto. Where an appellant sets forth a number of assignments
and fails to refer in any manner, either in his brief or upon the argu-
ment, to certain of his counts, siich counts will be assumed to have
been abandoned. When a multitude of unnecessary assignments
is made, the court will not consider them seriatim.

Certification to the Supreme Court must be upon a decfinite,
stated proposition of law upon which the court specifically asks
instruction.

A cross-appeal from a decree holding certain claims valid and
infringed and certain other claims void or not infringed cannot be
filed by the complainant until final hearing.

Appeals in law actions are strictly limited to a review of ques-
tions of law raised by exceptions regularly taken. Questions of
fact will not be considered; and this holds when a jury has been
waived.

ARBITRATION, § 145.

There 1s no statutory provision for trial by arbitration, and
but one ruling of the appellate courts strictly relating thereto. It
would seem that, as parties are generally bound by stipulations of
counsel and as a stipulated record on appeal is good, I'n re Grove,
180 Fed. 62, § 136, a stipulation, regularly made upon the record,
to try out an infringement cause before an arbitrator should give
his decision substantially the same force and effect as that of a judge
sitting in circuit.

ART, §Y 146-148.

As stated in § 147, the term “ art”” has had a beneficent use
m the patent law. Nothing is to be added to what is said under
that section except to raise the following question: If the Supreme
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Court held Bell’s telephone invention to be an “ art ”” and capable
of the broad construction given it (Telephone Cases, 126 U. S. 1,
§ 148), why should that court hold Westinghouse’s air-brake in-
vention not to be an “ art ”’ and patentable only as a mechanical
improvement? (Westinghouse ». Boyden, 170 U. 8. 537, § 686).

ASSIGNMENT, §8 140-176.

The patent 1s an entirety and can be subdivided only as authorized
by law. Joint owners are, unless the assignment specifically pro-
vides to the contrary, tenants in common. The owner of the
smallest fractional part holds, so far as the enjoyment of the
monopoly is concerned, as much as the holder of all the rest. No
accounting can be had between common tenants. A patent cannot
be divided by claims. A title interest in a patent is either, —

1. The whole patent,

2. An undivided share of that exclusive right, or,

3. An exclusive territorial right.

" The first and third holders may sue alone. The second musty join
co-owners. Anything short of these three is a mere license. Water-
man v. Mackenzie, 138 U. S. 252, § 150.

An invention 1s assignable either before or after patent. An
assienment of an application is recordable in the Patent Office,
but an assignment of future inventions i1s not. An assignment
may contain conditions and reservations; and, when recorded,
such conditions and reservations are notice to a subsequent pur-
chaser either when set out in the assignment or referred to as con-
tained in another and unrecorded writing. An action to compel
assignment will lie, and an interest in a patent may be reached by
g, ereditor’s bill. Under See. 5046 a trustee in bankruptcy acquires
title to a patent intercst. A copartnership or corporation may hold
title to a patent; but the assignment of an interest merely for the
“benefit of the copartnership terminates with the copartnership.
An assignment by a corporation need not be under seal.

The Supreme Court has settled a question long dubious in hold-
ing that a state court may.pass upon a question of ownership and
compel an assignient, even though the complaint asks for injunctive
relief, New Marshall Engine ». Marshall, 223 U. S. 473, § 151. And
the decision in Nat. Wire Bound Box ». Healy, 189 Fed. 49, § 151, is
a wise application of the broad principles of equity compelling as-
signment to preserve the patent monopoly in a case of warring fac-
tions.

But by far the most significant ruling of recent years is that of
the Supreme Court in Henry v. Dick, 224 U. S. 1, § 157, which holds



14 THE FIXED LAW OF PATENTS

clearly that the physical property and the monopoly property in a
patented thing are distinctly separable, and that the one may be
sold without the other.

The evidential value of a recorded assignment underwent a
severe shock in the decision of Mayor v. American, 60 Fed. 1016,
(§ 158). The Second Circuit therein reversed the rule in Brooks
v, Jenkins, 3 McLean, 432, which was established in 1844, and which
had been generally followed as establishing an assignment as
primary evidence and prima facie proof of the execution and
genuineness of the original document. In Standard ». Crane, 76
Fed. 767 (§158) the Seventh Circuit disapproved the holding of
the Second Circuit and reaffirmed the rule of Brooks ». Jenkins.
The amendment of Mar. 3, 1897, to Sec. 4898 appears to have met
this situation of conflict; at least it shifts the burden to the party
questioning the validity of an assignment duly verified as therein
provided.

A bare license is unassignable, and does not pass to legal repre-
sentatives. A license may be parol or may arise by implica-
tion.

A territorial right, unless specifically restricted, gives the owner
the right to sell the product made under the patent outside the
territory to which his manufacture is restricted.

As to notice, the recording of an assignment has the effect, in
most cases, Intended by Congress; but a full reading of Waterman
v. Mackenzie, 138 U. S. 252; Waterman ». Shipman, 55 Fed. 982;
and National v. New Columbus, 129 Fed. 114, are commended to
put one on his guard.

ATTORNEYS, §8 177-181.

Possibly quite enough has been said on this subject under § 140.
The applicant is bound by the acts and omissions of his solicitor;
and while he is not bound by his arguments, he is prejudiced thereby
if they partake of the nature of admissions. Most of us have, at
some time, had the disagreeable duty of informing a client that he
has no claim which would enable him to prosecute an infringement
of the invention he had actually made and which he supposed was
protected by the claims of his patent.

BANKRUPTCY, §§ 182-183.
There have been no appellate holdings under the present bank-

rupt act, and no discussion of the rulings upon the former act is
necessary.
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CLAIMS, §§ 184-248.

The claim marks the boundary of the close of the patent. It
not only marks the line between the new and the old, but it marks
the advance as well. Not only must the claim iIndicate where the
progress begins, but it must disclose the limit of the advance made,
else the patentee might close the door to future progress. Duff
v. Forgle, 59 Fed. 772, § 204.

It is about the claim that the conflict centers, from its filing in
the Patent Office to the final decree of the appellate court. This
is necessarlly so because the claim, though it may be likened to
the description in a deed which marks the bounds of a parcel of
land, deals not with a tangible thing, but with an idea of means —
a mental product. The iInexactness of mind and language always
leaves the claim what it is — merely an approximation, more or
less remote, to an exact disclosure of what a certain mind has ac-
complished.

It is a reasonable rule of construction that the claim should be
as broad as the invention. Wagner ». Wycoff, 151 Fed. 585, § 222.
But it does not follow in the least that, when the claim is clear,
unmistakable and definitive of something less than the description
and drawings show, it can be expanded to become co-extensive
therewith. It is only when the claim clearly indicates such an
intended construction and intent on the part of the patentee, to-
gether with clear proof of the generic importance of the invention,
that the courts are In the least disposed to vary the rule that the
claim may be restricted, but not broadened, by reference to the
description.

While 1t is a general rule that greater liberality of construction
is applied to a generic claim than to an improvement claim (§ 197),
there are exceptions. There are those improvements which are
in a very proper sense generie, improvements which, in the long
line of attempts, cancel prior failures and accomplish a long-sought
end. An invention may be broad and generic — advancing a
broad forefront; or it may be narrow and yet generic — going far
but not wide in the art. Bell’s discovery was broad and generic;
but it was the improved transmitter which made long distance
telephony possible.

A claim may be limited by the active or passive act of the
applicant. He may fail to claim, or he may — perhaps even in
his attempt to claim broadly — employ terms of limitation. (§ 229).
It is a common error to suppose that the use of such expressions
as ‘“means ”’ for doing this or that broadens the claim. Such 1is
not the case; for we must first transiate the ‘ means’’ into the
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specific element or combination disclosed in the specification or
 drawing, and then, and then only, if it be permissible, apply the
doctrine of equivalents. But by far the most common form of
limitation is by amendment of the claim. Limitations 1mposed
by the Patent Office and submitted to by the applicant, broadly
speaking, are conclusive. (§207). But 1t must not b2 assumed
that all amenrdments are limitations. (§208). An amendment
may define or specify the more clearly and yet not limit. More
than this, an amendment may broaden the claim; and an amend-
ment may so broaden the claim as to have much the same effect
as broadening the claim by reissue. (§ 199).

The claim must be construed in view of the prior art, (§ 224),
anrl 1t is chiefly this factor which determines the spirit in which
the rules of construction shall be applied. And the construction
of the claim in the light of the description and drawings and of
the prior art has been a source of great confusion, notwithstanding
the repeated plain statements of the courts. As the Supreme
Court has said, “ sonie persons seem to suppose that a eclaim in g
patent is like a nose of wax which may be turned and twisted in
any direction, by merely veferring to the specification so as to make
it include something more than or something different from, what
Its words express.” White v. Dunbar, 119 U. 8. 47, §223. Now
the reuson for this confusion lies, apparently, in our failure to per-
ceive that, while the claim may not be twisted like a wax nose, the
rules for construction of the claim may be. When the court has
made up 1ts mind, in view of thke disclosure of the patent and the
prior art, that a claim should be sustained — when the court has
applied judicial acumen and common sense to the problem — it
has little difficulty in making the rules of construction soften and
yield. And when, in like manner, it is evident that the claim should
be defeated, the “nose of wax’ character of .the rules readily
adapts itself to the occasion. And it is not in the wise bending of
these rules that injustice is done; but rather, in those rare cases
where the court has forgotten, for the moment, the paramountey of
1ts own promptings and followed a hard-and-fast rule of construction.

Reading in elements, when such course does' not broaden the
claim or serve to save it from palpable invalidity, may be justi-
fiable, although the general rule is to the contrary. (§ 220). Omit-
ting elements to broaden a ¢laim is never justifiable, (§ 218); except
in the case of a generic claim, and then only when such course does
no violence to the plain disclosure of the patent and omits no element
definitely specified by the patentee as marking one of the limits of
his Invention.
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A condition frequently encountered is that where, if the claim
be given the construction and scope to establish infringement,
it must be held voild for anticipation (§ 216); and the tendency
is generally to apply the ‘ valeat quam pereat’” rule (§228) to
save the patent by finding non-infringement. Here it is believed
the duty of the court should be to thus apply the rule where the
patent discloses substantial utility; but to refuse to apply that
rule when the patent is indubitably trivial, and thus protect the
public against an apparent but unwarranted monopoly. |

A discussion of this title might be extended almost indefinitely.
It might be carried into the domain of equivalency, infringement
and invention. It is enough to conclude by referring to the opinion
in Reece ». Globe, 61 Fed. 958, quoted in extenso under § 222, as
clearer and more comprehensive than anything that could be written
here.

COMITY, 38§ 250-257. |

As stated by the Supreme Court, “ comity is not a rule of
law, but one of practice, convenience, and expediency.” (§ 250).
This subiect has already received attention under the title adjudi-
cation. |

Between circuit and circuit the rule may well obtain, when the
patent and proofs are the same. Naturally a circuit court of
appeals is in no sense called upon to follow the decision of a judge
sitting in circuit on the ground of comity. DBetween circuit courts
of appeals, if any conclusion may be drawn, it 1s that stated in
Imperial ». Crown, 139 Fed. 312, § 253, that an appecllate court,
in justice to the parties, will make an independent examination of
the case, and will, if it can without violence to its own judgment,
follow the decision of another appellate tribunal of like jurisdiction.
But if the court finds a substantial ground of difference of opinion,
it will not hesitate to disregard the question of comity. The
Supreme Court, never controlled by the dccision of ancther tri-
punal, will, however, accord due weight to the decisions of courts
of appeals. In general, the gravity of comity increases with the
number and concordance of prior holdings. (§ 256).

COMMISSIONER OF PATENTS, § 258.

The acts of the Commissioner of Patents are presumably right,
but they are never conclusive (except where some form of estoppel
makes them so as between thie parties) as to a question of novelty,
utility, or prior use. (§ 261). It is not within his power to recall
a patent grant once issued. MeCormick v, Aultman, 169 C. S.
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606, § 26. Nor can he limit the scope of a patent by i‘ormulai;ing
an interference claim. Reed v. Smith, 123 Fed. 878, § 208.

COMPOSITION OF MATTER, §§ 264-266.

Both a composition of matter and an article of manufacture
are specified as patentable subject-matter in Sec. 4886; and there
is a distinet difference between the two. In the one, the patentable
quality resides in the novel combination of ingredients; in the
other, the novelty of the article itself. The validity of a patent
upon a composition of matter depends upon the disclosure of the
clements in novel combination {§ 266), while the article of manu-
facture depends upon the inherent characteristics of the article

itself.  (§ 775).

CONGRESS, §§267-268.
Nothing need be added to what is said in §§ 267-8.

CONTEMPT, § 269.
This subject is considered under §§ 536, 577.

COPARTNERSHIP, § 27o.

As has been seen, (§ 155), an assignment to a copartnership for
the use of the copartnership terminates therewith. A copartner
holding no interest in the patent cannot sue for infringement. The
question of acquisition of an equitable interest in a patent used
in the firm business is one which can be determined only In the
light of the articles of agreement between the parties and the
conditions of acquisition and use of the patent itself. |

CORPORATIONS, § 271.

Matters velating to infringement and injurction. as affecting
corporations are considered under §§ 479-82 and 547. For matters
of assignment see § 156. Dissolution and merger of a corporation
pending suit does not work abatement. (§21). A license arising
by implication is unassignable and expires with the corporation.

COSTS, §§ 272-277.

While the patent statute specifically provides for the recovery
of costs, the courts follow the general rules of practice in apportion-
ment and taxation. A mere question of costs cannot be made the
subject of appeal.

The provisions as to disclaimer in Secs. 973 and 4922, R. b5.
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apply not only to cases strictly within the rule, but the courts in
their discretion have extended the rule to the point where, if on
appeal a complainant succeeds in part and part of the claims
sued on are held void for want of novelty, costs will be divided.
In like manner, if a complainant refuses to declare the claims al-
leged to be infringed and on appeal abandons all but certain of such
claims, he will not recover costs. (§277). But where suit is
brought for mfringement of a process and the machine for carry-
ing out the process, and the process patent is held good, but the
machine patent bad, costs will not be denied. (§277). When a
defendant cscapes on an issue not pleaded, the complainant will
recover costs below, but neither party will recover costs of appeal.
(§ 277). Corporation officers improperly joined as defendants may
recover costs in both courts.

The courts are very properly exercising discretionary powers
in denying costs in cases where the record has been unduly padded
or extended by the party otherwise entitled to costs.

DAMAGES, 3§§ 278-299.

As stated m § 279, ihe terms ‘ damages’ and * profits ”’ are
often confused. We have damages in equity and we have defends
ant’s profits as a measure of damages in actions at law. Likewise
there is confusion between the rules of evidence relating to damages
and rules establishing the measure of damages.

What is the measure of damages? The Supreme Court tells us
that ‘ there cannot, in the nature of things, be any one rule of
damages which will equally apply to all ‘cases. The mode of
ascertaining actual damages must necessarily depend wpon the
peculiar nature of the monopoly granted.” Seymour ». MeCor-
mick, 16 How. 480, §290. Again, “ the profit made by the de-
fendant and that lost by the plaintiff are among the elements which
the jury may consider.” Philip ». Nock, 84 U. S. 460, § 290.
Again, ‘ where profits are the proper measure, it is the profits
which the infringer makes.”” Burdell ». Denig, 92 U. S. 716, § 290.
Again, ‘‘ established license fees are the best measure of damages
that can be used.”” Clark ». Wooster, 119 U. S. 322, § 292. Again,
‘“svidence of an cstablished royalty will undoubtedly furnish the
true measure of damages.” Birdsell v. Coolidge, 93 U. 8. 64, § 294.
Again, *‘ the verdict of the jury must be for the actual damages
sustained.” Birdsell ». Coolidge again under § 285. Should we
turn to the subject of profits (§§ 837-842) we would find the same
seeming confusion, both of terms and of what constitutes a measure
of damages or standard for computing profits. But these quotations
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are not given to show cunﬂlctmg rules, but to 1mpress the state--
ment ﬁrst, quoted that * there cannol, in the nature of things, be any
one ruie of damages which wz!l equally - apply to all cases.” There
are cases where the measure is' the defendant’s s- gains; there are
cases where the measure is the plaintifi’s losses; there are cases
where both may enter in; there are cases where a license fec 18

the criterion; therc are cases where an established royalty is the
measure; there are -cases where the measure i1s the entire profit
of a defendant’s business; there are cases where it 1s only a small
fraction of that profit; there are CASeS ‘where the full damages are
but nominal; and there are cases where the damages are substan-
tial, but absolutely nnpossxble of computation under any emstmg
rule. It would be a person of great hardihood and small experience
who would undertake to formulate a universal, fixed, invariable
rule of damages. S

Actual damages must be actually proved and not left to specula-
tion (§ 280, 295). While there are two or three cases which would
seem to Imply that some discretion and latitude might be left to
the jury, these have not been generally followed. It may nov be
that the evidence must put an exact multiplicand and multiplier
into the hands of the jury; but it certainly must be that the evi-
dence shall enable the jury to determine, without guesswork or
speculation, these two factors. liude ». Westcott, 130 U. S. 152,
§ 205. Where damages are to be recovered In equity it would seem
that greater latitude of proof might be admissible before a master.
Mast ». Superior, 164 Fed. 45, § 286. But that case also teaches
that even the court may not disregard the canons and arbitrarily
determine the damages.

Increasing the damages under the statute is a diserctionary
power of the court, and will not ordinarily be disturbed on appeal.
The grounds for the exercise ¢f that power are the conduet of the
defendant — wilful or improvident. There is no appellate rule
justifying an increase of damages on the ground of inadequacy of
reward under the proofs in the absence of a contributing act of the
defendant.

Damages become hquidated only upon the day of the verdict
or the coming in of the master’s report. It follows that interest
can be added only from that day.

The difference between damages at law and in equity is stated
in Coupe v, Royer, 155 U. 8. 565, § 285. And since a court of equity
will not assume jurisdiztion solely for the assessment of damages
or ascertainment of profits (§ 371), it would seem, in view of Brown
v. Lanyon, 148 Fed., 838, 3285, that the statement above made
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J
that cases may arise where damages are evident but unmeasurable
under the rules is justified.

It is evident that where an established license or royalty measure
exists damages may be ascertained; but in cases where no such
measure exists resort must be had to

1. Plaintiff’s actual damages in terms of,

a. Losses of sales which he would otherwise have made,

b. Losses by reduction of prices due directly to the unlawful
competition, or,

2. Gains of defendant measured in terms of,

a. Gains directly traceable to the infringement, or,

b. Savings made by the use of the iniringing subject-matter
over what he might have saved by the use of other means
open to his use outside the realm of patent protection, or,

3. Possibly a combination of some of these conditions.

In each of these cases the evidence must reach home without
question, If loss of sales, it must be certain that they would have
come to the plaintiff and no one cise but for the diversion by the
defendant. If reduction of price, it must appear that the infringe-
ment was the proximate and sole cause. If gains, they must stand
separated from other contributing factors. If savings, the com-
parison between the economy of the invention of the patent and
common and free means must be free from all speculation or
estimation.

Mitigations and deductions are to be made with the same exacti-
tude as the proofs of damages. They need not be catalogued here;
but if the same general principles are applied that are well known
in the business world in charging the account of a department with
proper items of costs and eapenses, proper deductions may be
ascertained.

In the proofs, the burden is upon the plaintiff or complainant
except as to deductions and mitigations. The main features have
been indicated. We now come to the subject of segregation. The
rule of Garretson ». Clark, 111 U. S. 120, as reduced to its final
terms in Westinghouse ». N. Y., 140 Fed. 545, § 845, 1s this:

1. If damages are sought on only a part of the machine or device,
“ the patentee must in every case give evidence tending to separate
or apportion the defendant’s profits and the patentee’s damages
between the patented features and the unpatented features, and
such evidence must be reliable and tangible, and not conjectural
or speculative.”

2. If damages are sought on the whole machine, ‘‘ he must show
by equally reliable and satisfactory ~vidence that the profits and
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damages . are *o be calculated on the whole machine, for the
reason that the entire value of the whole machine as a market-
able article 1s properly and lcgally attributable to the patented
feature.”

Taking this rule as construed in the Westinghouse case, we have,
as a practical consequence, — |

1. That small number of cases where the profits may be entirely
and unerringly attributed to vhe infringement, and to mnothing
else.

2. That small number of cases where perfect segregation is pos-
sible.

3. The great majority of cases where the profit is clearly due in
part, and in part only, to the patented subject-matter, and where
segregation is an utter impossibility.

With the refinements of this rule, as stated under § 279, the point
had been reached where recovery of substantial damages or profits
was impossible In the class of cases in the third group above men-
tioned. The decision of the Supreme Court in Westinghouse ».
Waugner, quoted In extenso under § 845, sets the proper limit to this
rule, and makes it subject to the broader rule of onus probandi.
After the plaintiff or complainant has proved (1) that there are
substantial profits or damages attributable to the patented im-
provement, (2) that they have been confused and mixed by the
defendant, and (3) that segregation by plaintiff or complainant
cannot be made with definiteness, — then the burden shifts to the
defendant, as 1t should.

DEFENSES, 8§ 300-322.
Since the statute makes distinet and separate provision for

defenses in patent causes, the subject is treated separately from
pleading and practice. The subject of notice under the statute is;
however, included with pleading under § 795. |
The five defenses which the statute provides and which may
be pleaded with the proper notice, are all affirmative defenses
which attack the patent as an entirety, and which, if proved,
render the patent to all intents and purposes void and of no effect
so far as the claims sued on are concerned in the cireuit in which
such verdict or decree is made final on appeal. It is not a repeal
of the grant, nor can the grant be cancelled in a collateral proceed-
ing under any circumstances; but when a patent has been held
void as to all of its claims by an appellate court on any one of the
statutory grounds that may be'pleaded, the grant, for that jurisdic-
tion at least, is silenced. And since the establishment of any one
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of these five defenses is so far-reaching, it follows that the pleading
and proofs must have that inerrancy which is necessary to warrant
a court in declaring null and void that wbich has been done by a
department of the Government in the performance of the duty
to it charged by law. |

Since defenses are essentially a part of the subject of pleading
and practice so ably treated by the text-books, the following brief
comment on the few general defenses which have been passed upon
by wne appellate ecourts is sufficieat.

Those defenses which attack the grant — such as unwarronted
acts cf the Commissioner, defective grant or specification, invalidity
of reissue and non-patentabililty — must be pleaded with the same
certainty, and where necessary to enable the plaintiff or com-
plainant to meet the special matters alleged as best he may, with
like notice as a defense under the statute. Defenses of license or
res judicata may be raised by plea or answer. The defense of non-
infringement 1s by way of excuse; but when the defendant raises
this defense and attempts to justify his acts under a subsequent
patent, he 1s on thin ice. Buser ». Novelty, 151 Fed. 478, § 312.
The defense of non-utility, in like manner, 1s beset with danger;
for one may not justify an aci in one breath and deny its commis-
sion in the next.

DEMURRER, §§ 323-327.

A demurrer which attacks the validity of a patent on its face
1s o proper pleading where the invalidity of the patent is evident.
But such a demurrer will be sustained only when it is clear that no
evidence could be adduced which eculd possibly overcome the fatal
defects visible to the naked eye. It is to be noted, however, that
there is a tendency to extend the range of judicial notice in deciding
upon a demurrer of this character. It is believed that this tendency,
while it has the merit of hastening determination and saving
expense of litigation, is one fraught with danger. Knowleage
is never exact; memory is treacherous; and often we discover a
supposition upon which we have traveled half a lifetime to be
founded in error. It 1s only when this judicial prerogative concerns
itself with thic plainest of propositions that it is within the limits
set hy experience.

Demurrers and other special pleadings are abolished by the
new Supreme Court Equity Rules.

DESIGNS, §§ 328-337.

Between the opinion in Gorham ». White, 81 U, 8. 511, and

that in Smith ». Whitman, 148 U. S. 674 — the latter modifying
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the former — we may approach the essential characteristics of
a patentable design. It is clear that the foundation of a patentable
design must be something more than mere mechanical skill, some-
thing more than artistic arrangement. It must be a distinet
produet of the brain, as much as the invention of a machine, though
not from the same corner of the brain. It has been sald that the
test of infringement 1s whether the design in question would, to
the eye of the ordinary observer, appear to be the same as the
design of the patent. Such a rule is proper in the case of a trade-
mark; but it is referred to here as showing how the courts have,
at times, wholly missed the mark in the consideration of the essen-
tials of a true design. A true design appeals to something more
than the eye in the ordinary sense of that term. It appeals through
the eye to the artistic consciousness — not by any particular
fcature, contour or configuration, or even a collocation of elements,
as in the case of a trademark — and awakens a response in the
mind of the person possessed of a sense of art. If it falls short of
this, if to the persos with this sense it is merely peculiar or orna-
mental, 1t is not the creaticn by one mind of that which awakens
a response in the mind of another, which constitutes true design
invention. It follows, necessarily, that so-called ‘ mechanical ”’
designs are not patentable, and that one may not reinforce a mere
trademark by patenting it as a design.

The penalty provision of the amendment of Feb. 4, 1887, is
narrowly limited by the clause ‘“ knowing that the same has been
so applied.” This seemingly limits the penalty to willful manu-
facturer or copyist; and excuses the innocent purchaser or dealer.
Gimble v. Hogg, 97 IFed. 791, § 336. And it also appears from the
decision 1n that case that the notice necessary to charge a person
with the penalty must be something more than the ordinary
notice of marking the design patented.

DISCLAIMER, §§ 339-345.

The distinction between a disclaimer and a reissue is, broadly
speaking, that the one limits and the other corrects. The object
of a disclaimer is to enable a patente: who, through inadvertence,
accident or mistake, has claimed more than he should, to avoid
having his patent fall under the statutory defenses. We need not
consider the effect of the failure to disclaim before suit, since that
question has arisen under the title of costs. (§ 274). It is evident
vhat the patentee, in a case where the necessity of a disclaimer is
not evident on the face of the patent in view of the prior art,
may awalt the decision of an appellate tribunal. Gage v». Herring,
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107 U. 8. 640, and Thompsonr: ». Bushnell, 96 Fed. 238, both under
§ 340. But while the courts give the patentee the benefit of every
doubt as to the necessity of disclaiming, they look with little patience
upon him who seeks to use this provision, especially designed for
his protection, as a means for broadening or extending the scope
of his claim. Hailes v, Albany, 123 U. §S. 582, § 344.

The rule requiring disclaimer before deeree in case one claim is
held valid and another void is followed in some circuits and repudi-
ated in others (see § 344). This must remain an unsettled question
until pronounced upon by the Supreme Court.

DISCOVERY, §8§ 346-247.

The two quotations under this title should be contrasted with
the majority opinion in Westinghouse v. Boyden, 170 U. S. 537,
§ 686, especially the following:

* For such discoveries and such inventions the iaw has given the
discoverer and the inventor the richt to a patent ss a discoverer
for the useful art, process, methoa of doing a thing he has found,
and as inventor for the means he has devised to make his discovery
one of actual value. Other inventors may compete with him for
ways of giving effect to the discovery, but.the new art he has found
will belong to him and those claiming under him during the life of
his patent.”” — Telephone Cases.

‘““To say that the patentee of a pioneer invention for a new
mechanism is entitled to every mechanical device which produces
the same result is to hold in other language, that he is entitled to
a patent for his function.” — Westinghouse Case. -

While these statements are, theoretically, perfectly reconcilable,
the applications made in these two cases are in absolute contradic-
tion. DBell did not patent the undulatory theory of sound; neither
did Westinghouse patent the discovery in pneumatics which made
his invention possible. Both patented means for utilizing their
discoveries.

This is not the first time the writer has criticized the Westing-
house decision, nor will this-be the last; for while he is not and
never has been in any way concerned with the event of that con-
troversy, he agrees with the four dissenting Supreme Court justices
and many of our ablest patent lawyers in regarding it as contrary
to the spirit and trend of other decisions, as depriving great
genius of its just reward, and as putting a premium upon that sort
of thievery that comes to the front and brazenly makes its claim
under an improvement patent nearly every time a great Inventor
has explored far and added a large domain to the known and useful
in life.
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In some degree, at least, the Westinghouse decision has been
medified, and the criticisms above have been justified since they
were written, by the Expanded Metal Case (Expanded ». Bradford,
214 U. S. 866, § 817). A discovery may be a ‘ happy thought,”’
as in the Expanded Metal Case, or it may be a pure accident, By-
erly v. Sun, 184 Fed. 455, § 347.

DIVISIONAL PATENTING, §§348-355.

The underlying principles of this subject came up for considera-
tion and statement before Judge Taft in Thomson-Houston ».
Ohio, 80 Fed. 712, § 350. Notwithstanding the fact that, in another
circuit, another brilhant mind has differed therefrom, it will be
assumed, as a very safe position, that the law laid down by Judge
Taft will not be disturbed. It is sufficient to refer to that opinion
for all that it covers. It is clear that one application for a patent
may be a continuation of a former application, Model Hottling
Mach. ». Anheuser-Busch, 190 Fed. 573, § 353, and that the dates
of filing of several co-pending applications ripening into pa.tents

cannot be used one against another to anticipate, Ccnt;ury lulectrlc
r. Westinghouse, 191 Fed. 350, §§ 349, 354. '

There arc cases, like some of those under §§ 352 a*ld 355, where
it 1s evident that the aim of the patentee has .been t') extend or .
strengthen his monopoly without additional or furthér invention.
Now, these are not really cases of divisional pateniing at all, but
attempts at justification of double patenting under g vise of divis-
ional patenting. The moment this situation is. perceived it is easy
to apply the proper rules— the rules of cdoublz patenting —
without any strain upon the rules of divisional patenting. |

DOUBLE PATENTING, §3§ 356-361.

A deal of unnecessary discussion has oc'ﬂurrel ‘under this tltle
When the Supreme Court said in Suffoik <. Hayden, 70 U. 5. 315,
that if two patents be granted for the same invention t]le latter
is veid, there was nothing more to say. ‘The court did not say that
the rule applied only to patents to different applicants or that it
did not apply to two patents to the same applicant. Bit inasmuch
as 1t was not clearly understood as applying to cases of two patents
for the same invention to the same applicant, the court repeated
and specified and particularized the rule "in James ». Campbell,
104 U. S. 356; McCreary ». Penna. 143 U. S. 459; and in the
Barbed Wire Case, 143 U. 8. 275, (all under § 356) until it would
secem that so simple, self-evident, and-so unavoidable a rule should
have percolated down through the. mtellects of our profession.
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But/ alas, it has not so done; and to this day our courts are obliged
to _-t[ell us the old, old story every time we come into court with a
patent which has been taken out to strengthen the redoubt of a
former patent to the same inventor. The writer speaks feelingly
and from experience upon this subject.

But it is not always clear which of two patents is the senior.
It has been held that, where there is no other guide, the priority
of numbering must control. Crown ». Standard, 136 Fed. 841,
§ 359. But in Electric v, Brush, 52 Fed. 130, § 361, it was held that
the complainant might elect between the two. It would seem —
although 1t has not been so held — that, since a disclaimer in the
carlier patent made by the inventor cannot make the later patent
good, by parity of reasoning of two patents of the same date to the
same inventor the Government issuing both'grants should be barred

from disclaiming the grant to the patentee of the broader of the two
patents.

ol

DRAWINGS, §§ 362-363.

Only one remark need be made in connection with the appellate
rulings on this subject. Not only is it unnecessary that the drawings
should be working drawings, but it is not even necessary that they
should be pictorial of the apparatus of the patent. Drawings
speak a universal language. The American engincer reads a
Japanese drawing with no knowledge of the language or even the
reference characters employed, and viee versa. Symbolism has
become to a large degree universal and uniform, especially so in
electrical engineering. It is enough if the drawing contributes its

part and agrees with the description in disclosing the invention to
one skilled in the art.

EMPLOYER AND EMPLOYEE, §Y 364-369.

If the rule of Agawam ». Jordan, 74 U. S. 583, § 368, that persons
employed, as much as employers, are entitled to their own inde-
pendent inventions, and the further rule of the same case quoted
under § 369, that suggestions from another, made during the
progress of experiments, in order that they may be sufficient to
defeat a patent, * * * must have furnished such information to
whom the communication was made that it would have enabled
an ordinary mechanie, without the exercise of any ingenuity and
special skill on his part to construct and put the improvement
in successful operation — if these rules are borne in mind, the ground
is cleared materially. The right to patent an invention and the
right to its use are two quite separate matters. The suggesticn
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of the idea of means — the conception which constitutes the act
of invention — may originate with either party; and with which-
ever party this conception originates, provided only it is a com-
pleted conception requiring only ordinary mechanical skill to put
it in terms of materials, there lies the right to patent. At the
same time the right to the title of the patent may have, by agree-
ment or in consequence of the inter-relation of the parties, passed
entirely to the other party, or a lesser interest may have been
established.

An implied license arising under the various conditions disclosed
in § 366 is essential to industrial progress. If the rule were other-
wise, if on the one hand employees could control the monopoly
of the improvements occurring in the regular course of business,
the manufacturer would be stopped in his progress; if, on the other
hand, all rights were denied employees, much of the impetus of
progress would be lost. The question of an implied license is
further considered under § 756, and the general rules established
by the circuit courts of appeals and there quoted should be read.
Generally speaking, a shop license arising out of employment
relations, is personal and non-assignable; but such right may
be succeeded to by a corporate successor if the inventor acquiesces
therein. Lane v. Locke, 150 U. S. 193, § 366. It is clear that a
contract which robs an employee of all right to future invention is
unconscionable (§ 3650); and contracts between employer and
cmployee are not divorced from the governing principles of equity.

EQUITY, 3§ 370-372.

Two comparatively recent cases show how a court may or may
not apply the principles of equity to the end that strict adherence
to case and precedent may not defeat justice or smite the sense of
richt. In the case of Nat. Wire Bound Box ». Healy, 189 Fed. 49,
§ 371, the Circuit Court of Appeals, passing over the case law by
which it might have decided the suit and defeated the monopoly
of the patents in question, applied the broad principles of equity
to the warring factions — as might be done between warring co-
partners — and made each do his share toward restoration of peace
and fair dealing, and thus saved an important serics of inventions.
In the case of Henry ». Dick, 224 U. S. 1, § 898, the Supreme Court,
by a literal following of case and precedent, and not applying the
broad rules of equity, rendered a decision which called forth one
of the strongest of dissenting opinions and aroused public criticism
nation wide. The record made it plain — and there appeared no
effort to deny the fact — that the Dick Company was seeking to
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perpetuate its monopoly in an article the patent for which had long
since expired, and this it was seeking to do by a hard-and-fast fol-
lowing of the Button Fastener Case. The Supreme Court handed
down & perfectly logical case-law decision; and by so doing paved
the way for a reactionary statute or ruling at some near day which
will demolish the wholesome rule (properly administered) of the
Button Fastener Case. This it did when, as I sec it, the facts would
have justified the court in saying to the Dick Company: ‘ You are
not here with clean hands; you have been attempting to extend
your expired monopoly by a contract arrangement which, in these
circumstances, is unconscionable. You claim to be seeking equity,
but you are not doing it. You are attempting to invoke the power
of the courts to help you drive out of business a competiter who is
- making that which you once monopolized but have surrendered
to the public upon the cxpiration of your patent.” Such broad
and equitable treatment would have been a happy disposition of
an ugly question, the dealing-out of justice, and the prevention of
recrudescence of a problem which will not remain quiet until satis-
factorily settled by judicial decision or statutory enactment,

Upon this subject nothing need be added, except to refer to the
specific subjects considered under §§ 717-720.

EQUIVALENTS, §8 373-3
Undoubtedly the essentlals of an equwalent stated by Robinson

and approved in Duff ». Forgie, 59 Fed. 772, § 373, are well stated
so far as w.echanical elements are concerned; but it is doubted if
the second essential therein named is applicable at all times to a
chemical combination. Tyler ». Boston, 74 U. S. 327, § 373. At
least this is true: Since the range of cquivalency varies directly
with the quality or degree of invention, making the doctrine a rule
of judgment rather than a final test, it follows that a kindred
resiliency exists as to-the construction of essentials. Not that the
courts will disregard these essentials, but that they will determine
their presence or absence in the same spirit the invention is ap-
proached.

This doetrine, built up step by step by the courts, is, perhaps,
the most beneficent of all rules. It gives the court the power to
accord to a generic invention the reward it deserves. It also gives
the court the much-needed power to limit minor inventions and
improvements to a monopoly commensurate with the small addi-
tion made to the sum-total of human knowledge.

As to identity, the rule in Union ». Muarphy, 97 U. S. 120, § 379,
covers the ground as completely as any single definition can. But
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the real problem in applying this doctrine, just as in the determina-
tion of anticipation or infringement, resides in the lack, in most
cases, of an obvious similarity of the elements or lack of absolute
identity of function, or, often in the lack of both these conditions.
In other words, it is not the application cf the doctrine, but the
marshalling of the conditions precedent to its application, that
renders the problem serious.

ESTOPPEL, §§ 381—387.

The general principles of estoppel are not peculiar in patent
cases. Such principles as that the estoppel must be definite,
mutual, and definitely proved are all well known. An interference
adjudication, in the absence of privity, does not operate as an
estoppel. A vendor-patentee and a licensee are both estopped
to deny the validity of a patent; but to what extent either may
limit the scope of the patent by showing the prior art is a delicate,
and as believed, an unsettled question. Smith ». Ridgley, 103 Fed.
875, § 384; Elgin v. Creamery, 80 Fed. 293, § 385.

A former licensee may, after the expiration of the license, act
as a stranger toward the patent. Stimpson ». Stimpson, 104 Fed.
083, § 385. As has been remarked under adjudications, the rule
of privity 1s so strict that the conclusiveness upon a real party
behind a prior litigation is often hard to establish, since, in such a
case, 1t 1s difficult, if not impossible, to establish mutuality. Since
an estoppel bears some of the characteristics of a forfeiture, it is

not looked upon with favor.

EVIDENCE, §§ 388-411.

Of course, the patent itself is prima facie evidence of the existence
of the monopoly, and that 1t was created in due form of law; but
it must never be assumed that this fact, nor the fact of large utility,
nor long acquiescence, nor a long and vigorous ordeal in the Patent
Office, counts for anything to speak of in the face of a substantial
attack by a defendant. *

While the defense of anticipation must be made with the
statutory notice, the practice of extending the privilege of showing
the state of the prior art without notice (cases under § 389) render
1t possible to make a substantial defense by so limiting the patent
as to defeat the charge of infringement in many cases.

As stated under the title anticipation, the evidence to show
invalidity by prior patent, publication, or use must be indubitable.
The common practice of putting in evidence under regular notice
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a great array of prior patents is pot without danger. Forsyth
v. Garlock, 142 Fed. 461, § 390. The better practice is to introduce
only those of distinctly anticipatory cnaracter under notice, and
introduce separately such as are purely concerned with the prior
art. The plaintiff or complainant may rebut, but the defendant
may, in the discretion of the court, be denied surrebuttal on a
question of anticipation. St. Paul v. Starling, 140 U. S. 184, § 392.

The method of taking depositions, either in law actions or In
equity, must follow Federal law and practice. §§ 395, 401. The
evidential value of an assignment duly recorded has been reviewed
under assignment, § 158. The cases of Elevator ». Crane, 76 Fed.
767, and Mayor v. American, 60 Fed. 1016 under that title should
be read in connection with Palne ». Trask, 5b Fed. 233, under
§ 396.

The rule as to exhibits in Overweight v. Improved, 94 Fed. 155,
§ 397, is certainly one to be exercised with great care. In this age
of specialization, complexity and refinement In engineering the
court would be assuming a great burden and a large risk in many
cases should it follow this rule, take to itself the province of the
expert, and give to an exhibit a value i1n evidence perhaps un-
warranted under proper explanation and interpretation. And
this leads to a remark concerning expert evidence. The function
of the expert is to give evidence which will enable the court to-
determine matters of law and fact, (Norton v. Jensen, 49 Fed.
859, § 398,) and not to usurp the functions of counsei or court;
(Osgood v. Metropolitan, 75 Fed. 670, § 398) and the too common
idea that the value of expert evidence lies in a count of noses
deserves the reprimand to be found in American ». Cleveland, 158
Fed. 978, § 398. =

In concluding this subject the writer wishes to repeat the advice
he received when a student and which has been of great value:
‘“ Remember that every great law-suit turns upon a single issue. -
Find the pivot and direct all your energy to swing the case your
way upon it. Do not be led away; direct your evidence and your
argument to the pivotal point.”” These were the words, as nearly
as they can be recalled after the lapse of nearly forty years, of one
of our greatest patent lawyers, one of our great judges, and the
greatest scholar of the law I have ever known — Judge Henry R.

Selden.

EXPERIMENT, 8§ 412-417.
Absolutely nothing need be added to the quotation from Eastman
v. Mayor, 134 Fed. 844, given under § 412.
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FOREIGN PATENT, §§ 410-424.
This entire subject, confused as it has been rendered by the

bungling statements of the act of 1870 and later by the hardly
more lucid atnendment of 1897, and finally utterly changed in aspect
by the act of 1903, has, fortunately, been simplified and largely
set at rest by the decision of the Second Circuit in Welsbach v.
Apollo, 96 Fed. 322, § 420, and the First Circuit in Sawyer v, Car-
penter, 143 Fed. 976, § 420. The Welsbach case scems to close the
controversy over the old law; the Sawyer case seems to mark the

e between the old and the new. To these pronouncements
1 thing need be added except to refer to the decision in Heap v.
7 .enont, 82 Fed. 449, quoted under § 424, and the remarkable de-
cision of Hennebique v. Myers, 172 Fed. 869, § 421, where cach
of the three judges wrote an opinion, no two of which are in agree-
ment. !

FRAUD, § 425.

The less said upon this subject the better. Experience teaches
that those cases where fraud can be proved are few and trivial;
that those cases, few but not trivial, fail in the proofs.

FUNCTION, §§ 426-427.

It is clear that a function cannot be claimed; but as said in
Continental ». Eastern (§ 427) the distinction between a practically
operative mechanism and its function 1s difficult to define. Here
is the field of contention. Once determuned to be functional or
non-functional the claim is readily disposed of; but a reading of
all the cases leave court and counsel without criteria for deter-
mining whether a claim is or is not functional. The signal instance

to illustrate this point i1s, of course, Westinghouse ». Boyden,
170 U. S. 537, § 686.

IMPROVEMENT, §3 430-444.

An improvement 1s one of the patentable classes provided by
the statute. (Sce. 4886). Except for the particular meaning
given this term, it might be said that any invention not a broad
or basic discovery would be an improvement; but such is not the
meaning commonly given the term. The courts generally use it
as denoting an invention which marks an advance in a known art
It may be great or small — in fact, an improvement may be truly
generic, revolutionary in an art, and entitled to a range of equiva-

lency substantially as great as a generic invention. Chicago v.
Miller, 133 Fed. 541, § 435; Columbia v. Kokomo, 143 Fed. 116,
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§ 435; Wagner ». Wycoff, 151 fed. 585, § 435. So it is evident no
strict definition of an improvement may be given, although the
statement in McCormick ». Talcott, 61 U. S. 402, § 434 defines an
ordinary narrow improvement.

A mere carrying forward, a mere perfecting in a mechanical
sense, or mere improvement in the product do not constitute
patentable improvement. To be patentable there must be the
excreise of the inventive faculty which lifts it above imechanieal
<kill. A reasonably good distinetion is drawn in Thomson-Houston
». Lorain, 117 Fed. 249, § 437. As will be seen, when we come to
the tests of invention, utility and use go far in determining a doubt-
ful case. Indeed, utility may save an Improvement from falling
over the line of mechanical skill; and the range of equivalency
which will be accorded an improvement patent is often best deter-
minable by the part the patent has had In the useful arts. This
subject recurs with those of invention and infringement, and is
onc of large importance. Reference to those titles should be had.

INFRINGEMENT, §§ 445-532.

-No general definition, no general rule, no general test of iafringe-
ment exists. The number of issued patents has passed the million
mark. Each patent has afforded opportunity for a condition of
infringement in some sense differing from that of every other patent.
Each patent is supposed to disclose a novel combination or crea-
tion, and every infringement suit is a new problem. While the
various rules and tests are of large value in thz interpretation and
decision, it is only when one follows the methods of such master
minds as have been able to rise above fitting the facts to a rule,
mastered the facts, decided the question in the quiet of their own
consciences, and then, perhaps, found a rule to ornament their
wisdom, that justice is done. In taking a general view of the many
rulings on this subject they will be regarded as guides, rather than
fixed rules, and will be taken up in much the same order in which they
are presented in the body of the work.

An addition to a combination, construction or prccess avoids
infringement only when such addition destroys the unity of the
invention and makes it something clse. So with mere change of
form, impairing or Increasing efficiency, or change of location or
other modification which does not destroy the essence of the inven-
tion does not avoild infringement. But ever since O’Reilly v,
Morse, 15 How. 62, § 459, it has been clear that, where form is
the essence of invention, change of form does avoid infringement.
Change of the number of parts or substitution of one material
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for another are sui)ject to the same rule. The rule as to combina-
tions is well stated in U. S. v. Berdan, 156 U. S. 552, § 464. A com-
bination, to be patentable, must possess the qualities of inter-
action which effcet a new or different result from that ~ any ele-
;aent or the summation of the separate results of all the elements
— else it is a mere aggregation. It is only when (1) somnethin; is
added which changes the action and function of the combination;
or (2) when something is omitted which produces such change;
or (3) when some element is substituted which cannot be held an
equivalent for that which was omitted, that infringement is avoided.
And here, of course, we are bound by the limits the patentee has
set in his claim. As said in Fay »v. Cordesman, 109 U. S. 408, § 466,
if the patentee specifies any element as entering into the combina-~
tion, either directly by the language of the claim or by such a refer-
ence to the descriptive part of the specification as carries such
clements into the claim, he makes such element material to the
combination, and the court cannot declare it to be immaterial.
But in applying this rule, we have no right to forget the rule of
exjuivalency and of interpretation, as was done in Kinzell ». Littrell,
67 Fed. 926, § 473, and declare unqualifiedly that ¢‘ it is immaterial
that the clements claimed in the patent of plaintiff and omitted
in defendant’s device are not of the essence of the real invention.”
The rule of equivalency as applied to combinations has been said
to be construed most strongly against him who alleges infringe-
ment. Erie ». American. 70 Fed. 88, § 468; but this is In contra-
diction of the Supreme Court rule in Gill ». Wells, §9 U. S. 1, § 468,
and of nearly every other case quoted under that scetion. The
distinction between claims for combinations and claims not strictly
so regarded is generally academic and artificial rather than real in
most cases; and if we were to have gne rule for combinations and
another for the few claims that have not that characteristie, we
should add confusion to no purpose.

Before passing to the next subject in order, a word should be
added concerning assignments. As between the assignor and
assignee of a territorial right the rules of Keeler ». Standard, 157
U. S. 659, § 450; Hobbie ». Jennison, 143 U. S. 355, § 512, and
Simpson ». Wilson, 4 How. 709, § 175, permit the sale of articles
outside th:: territory assigned and vice versa. The effect of these
rules can be avoided between the parties only by specific agreement,
and as to third parties limitation may be imposed only by bring-
ing such p#rty within the terms of such limitation by some such
restriction 4s that of Heaton ». Eureka, 77 Fed. 288, as construed

and approved in enry ». Dick, 224 U. S. 1, § 898 and National ».
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Schlegel, 126 Fed. 733, § 899. The general principles of estoppel
apply alike to inventor-assignor and assignee. It does not lie in
the mouth of an Inventor to attack that which he has assigned,
though he is not estopped from denial of infringement. So with
the assignee holdirg a title or interest under the patent. A licensee
may not use his privilege to make and store up large quantities of
articles, terminate the license, and then market the articles so, made
and escape infringement. Pelzer v. Binghamton, 95 Fed. 823, § 510.

The general rules of contributory infringement have been mainly
sevtled by Judge Taft in Thcemson-Houston v. Ohio, 80 Fed. 712,
§ 477. In this review of general principles, vo do otherwise than to
call attention to the wide divergency of opinion between Cortelyou
v. Johnson, 145 Fed. 933 and Henry ». Dick, 224 U. S. 1 (both
under § 477), and to h.vite a comparison between the Dick Case
and Leeds v. Victor, 213 U. S. 325, § 474, is unnccessary. Courts
and attorneys alike differ upon this question. With the belief
that it' is as yet to be finally seftled, I make no further
commeii.

Corporations as infringers are subject to the same rules as
natur«l persons. The rule as to personal hability of an officer or
director appears to have undergone a change. The old tort feasor
rule of such cases as Graham v». Earle, 92 Fed. 155, § 481, and
National ». Leland, 94 Fed. 502, § 481, seems to have been largely
abandoned. Western ». North, 135 Fed. 79, §4&1, Cazier o.
Mackie-Lovejoy, 138 Fed. 654, § 481, and Scott ». FislLer, 145
Fed. 915, § 481. And it would scem a sound rule that an officer
of a joint-stock coiapany is not personally liable for the acts of
infringement of the company. National ». Stolts, 135 Fed. 534,
§ 480. But 1t is believed that, as the general tendency is and must
continuc to be to look beneath the device and shield of corporate
fiction and reach the individual wrongdoer, the vigorous statement
in Weston ». Empire, 177 Fed, 1007, § 481, i1s significant of futurc
trend.

Division or union of elements, and In the case of additions or
subtractions which do not destroy the umity of the invention,
does not avoid infringement; but there are cases, such as stated
in Dunlap ». Willbrandt, 151 Fed. 223, § 485, where division or
union would destroy the law of the structure or go beyond the limits
set by the inventor in his claim.

The question of infringement is one of fact. The questions of
construction which precede it are of law. The evidence, therefore,
may bear upon eitther proposition. The conducet o. the defendant
may have some weight, but it can never be controliing (§ 487);
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and it is never enough to shift the burden of proof. -Evidence of
identity of function is very persuasive, but until reinforced by a
construction of the elements of the claim and those of the alleged
infringement to establish ground for identity it cannot be con-
clusive. In short, the evidence of infringement must be specific
and cannot be inferred. Imhauser ». Buerk, 101 U. 5. 647, § 494.
Once cetablished, a single act is sufficient. Hutter ». De Q. Bottle,
128 Fed. 283, §494; but proof of threatened acts 1s insufficient.
Gray ¢. Grinberg, 159 Fed. 138, §494. Collateral matters, such
as ‘utility (§ 495) or co-pendency of applications in the Patent
Office without interference (Mann ». Hofimann, 104 Ied. 245, § 4906)
or the issue of a patent to the defendant (IHardison ». Brinkman,
- 156 TFed. 962, § 496) may have some corroborative eftect, but
they are not dynamic. Quite as important as these rules are
those which guide in the construction of the claim and of the
infringement complained of. These have arisen under anticipa-
tion, §§71-77; claims, §§188-230; cvidence, §§389-393 and
401—411; and will also arise under invention, §§ 620-638, and in
cases of reissue under §§ 871-879.

The moment a generic Invention makes its impress upon the
industrial world, a swarm of parasites is hatched, and they begin
their attack. It is to screen the real public benefactor, in some
small degree, from the onslaught of these inscets that such rules
as that of McCormick ». Aultman, 69 Fed. 371, § 497, are designed. .
And it is proper that a generic patent should not be subjeet to the
presumptions against its infringement which attach to lesser and
mere improvement patents, Century Electric v. Westinghouse,
191 Fed. 350, § 497.

While the Government may not be subjeeted to the ordinary
processes of infringement prosccution, 1t may be reached through
the Court of Claims, and compensation awarded, cven if the pro-
hibition of injunction does not lie. (§498). By the act of June 25,
1910, the Court of Claims was given jurisdiction of infringement
suits against the Government, and the Government given the same
right of defense as an individual infringer (see § 428). And the
scope of this cnactment has been passed upon by the Supreme
Court, Crozier v, Krupp, 224 U, S. 290, § 498,

The question of identity has been summed up in a single sen-
tence: “ There must in the ordinary patent be identity of means
and identity of operation as well.” American ». Cimiotti, 123 Fed.
869, § 502. And the rule in Thomson v. Western, 72 Fed. 530,
§ 503, is sound as well as clever.,

The subject of infringement by importation or exportation 1is



BRIEF SURVEY 37

comprised in a few cases, and the rules cited under § 505 are com-
prehensive.

There may be infringement by an improvement or of an improve-
ment. This was settled as long ago as Evans v. Eaton, 7 Wheat.
356, § 506. In the case of infringement by an improvement there
generally arises the question of the scope of the prior patent and
the application of the doctrine of equivalents. When the alleged
infringement is of an Improvement, we may have both the
question of equivalency as respects the prior patent and that
of limitation of the improvement patent by the prior art, including
the prior pateut. Where the case is of improvement against im-
provement the rule well stated in Ries v. Barth, 136 Fed. 850,
§ 507, that the presumption i1s that each is an independent im-
prover in a common, open field, will go far in simplifying the
issues.

In the earlier days, when an iniringer was regarded as a tort
fecasor with instincts not far removed from the criminal, the question
of intent had much significance — silent if not otherwise. With
the passing of time the infringer has lost somewhat the garb of a
brigand, is held up to a higher standard of knowledge and business
conduct, is presumed to know the law better than ever before, is
presumed to know the state of the art and the existing patents
rclating to his business, and is neither coddled nor punished along
moral lines. (§ 508). *

The grant of a right under a patent must carry cnough with
it to insure the enjoyment. of the grant. If one buys the right to
use & machine that he may reap benefit from selling the product,
the grantor may not stop him because he holds a patent upon the
nroduct; but the reverse condition would not follow. If a person
buys the right to use or sell a product or article of manufacture
and does not secure the right to use the process or machine, he
cannot justify his lack of foresight by infringing the process or
machine. Here, again, the doctrine of Henry v. Dick, 224 U. S. 1,
§ 510, which clearly establishes possible divorcement between prop-
erty right in a machine and property right in the monopoly covering
the machine, scems a contravention of substantive law.

The infringement of a process is subjeet to the same rules as a
machine, so far as they may be applied — such as the omission
or addition of an clement or the use of an equivalent. DBut 1t 1s
evident that, as a process consists, in most cases, of a series of
steps or a series of chemical actions or wnaterial modifications which
cannot be observed or compared by the eye of the court; and since
also the function or result itself is, often, not distinguishable by
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the naked eye, the ordinary tests of mechanical identity of elements
or function cannot be applied. It follows that, in such cases, the
evidence must be largely that of experts and persons skilled in
the art. Matheson ». Campbell, 78 Fed. 910, § 519. And 1t is
due to this obscurity that the rule of equivalents is somewhat
modified. As was said in Tvyler ». Boston, 74 U. S. 327, § 373,
“ the term equivalent, when speaking of machines, has a certain
definite meaning, but when used In regard to chemieal action of
such fluids as can be discovered only by experiment, 7t only means
equally as good.”” Here the test as expressed by the words in italics
passes over from an independent cormparison of the clements to
a comparison of results. But it must not be assumed that this test
applies to those process cases where analysis is plain and free from
empiricisin.

The use or sale of a product, the production of which involved
the infringement of a machine or process, when the product itself
is not patented as an article of manufacture, is not infringement.
Welsbach ». Union, 101 Fed. 131, § 521. -

In Stimpson ». Railroad, 4 How. 380, § 522, the rule was laid
down that an infringement cannot be sued for which took place
prior to the surrender of the original patent. At that time the
rule was that a surrender for the purpcse of obtaining a reissue
extinguished all rights which cxisted under the original grant.
Moffat ». Garr, 66 U. S. 273, § 887. But in Peck ». Collins, 103
U. S. 660, § 887, the question whether a surrender under the act
of 1870 extinguished all rights was raised but not answered. The
court went a step farther in Allen ». Culp, 166 U. S. 501, § 887, and
in McCormick v. Aultman, 169 U. S. 606, § 887, answecring the
question certified by the Circuit Court of Appeals in McCormick
v. Aultman, 69 Fed. 371, § 887, held distinetly that when a reissue
was sought and refused as to certain claims, on the return of the
original patent such claims were not thereby rendered void. Now,
taking this change of holding, what is its effect as to infringement
occurring prior to surrender and reissue? It is thought that there
1s no appellate determination of this question,

What constitutes infringement by carrying repairs to the point
of recoustruction is well illustrated in Goodycar ». Jackson, 112
IFed. 146, § 521. The ultimate test is whether the act is a rehabilita-
ilon or a re-creation of the idea of means. Wilson ». Simpson, 9
How. 109, § 524. In the case of the bale tie of American .
Simmons, 106 U. S. 89, § 524, or the knitting needle of the Goodyear
case, the infringement is evident. So it would be in a case like
Pacitic v. Alaska, 100 Fed. 462, § 523, where nothing of the old
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machine remained but the legs. But between these lies debatable
ground, like that of Morrin ». White, 143 Ied. 529, 3 523. There
it would seem clear that the replacement of a single tube of the
hattery would be legiiimate repair; but as the essence of the
invention resided in the emplacement of tue entire battery of tubes,
then a replacement of the entire battery would be a re-creation,
and therefore infringement. Such a case illustrates how narrow the
margin between legitimate repair and Infringement may be.

The tests of infringement naturally run parallel with the rules
of evidence of infringement. The anticipation test — “ that which
infringes if later anticipates it ecarlier,”” and vice versa, which has
been considered at length under anticipation, is a test, not a final
test by any means, but yet one which has its proper uses. The
most general and practical test 1s to compare the two devices in con-
nection with a comparison of results produced. Cimiotti v.
American, 198 U. S. 399, § 526. The test of interchangeability,
where clement for element may be substituted, is wellnigh con-
clusive; but such substitution is not ordinarily obvious or easy.
Where the plain rules of equivalency may be employed to assist In
such substitution the rule is applicable.» As utility may turn the
scale in a doubtful case of invention, so it may, if great care is
exercised, illuminate the question of Infringement. But 1t must
be remembered, as said in Winans v. Denmead, 15 How. 330, § 530,
that success of complainant and defendant, the one compared
with the other, is no test of the question of infringement.

Defenses to the charge of infringement have been, In some
measure, considered under infringement §§ 308-322. Notning
further need be added, since the circumstances surrounding each
casc must determine the character and course to be taken.

INJUNCTIONS, §§ 533-579-
Injunctions in patent causes are not marked by departure from

general rules. The statute gives the ‘ power to grant injunctions
according to the course and principles of courts of equity,” (R. S.
4921) and specifies no further. The same distinction exists between
preliminary or provisional injunctions and final or perpetual In-
junctions as in other fields of equitable jurisdiction. But this dis-
tinction — this definite line of separation —1s too often lost sight
of; for while a final and perpetual injunction is, when the com-
plainant has shown his right under a living patent to cquitable
relicf on final hearing, a matter of right, a preliminary ar pro-
visional injunction 1s never a matter of course but always a matter
of judicial discretion. Comity may have its weight; a prior ad-
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mdm&tmn ;may have much more Welght but & court entrusted
mth this, most powerfui uf all legal enginery is never deprived of

B the safeguard of discretion in its use until a higher trikunal has
" taken jurisdiction and with it the resptmmbm ty attached.  __

To entitle a complainant to an injunction pendente ite, at leabt
“three features must be-present. — '
1. The title to the patent and right to sue must he :,Eear
2. The infringement alleged must be clear.- . ™ .
3. Something more than thie nere prima facie of the grant must

~ be shown.

To these some might add irreparable injury and insufficient
lemedy at law; but it is thought that the dzzisicn of the St.preme
Court in Continental . Eastern, 210 U..S: ‘405, § 574, by. -
plication, will Tender any pomtive showing, beyond -the averment
of the bill, unnecessary.

It 1s ewdent that the title must be clear, and that if it is doubtful
by reason of some right claimed by defendant (§ 569), or is assailed
and put in doubt (§ 571), the relief will be withheld.

It i1s also evident that, upon an ex parte showing, the court
will not attempt to solve the question of infringement in the face
of conflicting proofs (§ 564).

Those showings constituting  something more” than . the

prima facie of the patent which are essential are either public

acquiescence, prior adjudication, or some existent condition which
is the fair equivalent of one or the other of these two. It is not
possible to define that condition which constitutes or fais to
constitute acquiescence with absolute universality of application,
as will be evident from reading the cases under §§ 554 and 563;

but it is clear that the acquiescence must be commen and public,

and due to the existence of the patent, and not to extraneous
causes. The mere fact that the public has not attempted to make,
use or sell the thing patented is not enough; the forbearance to do
so must appear to be due to the patent in question. Blount v.
Société, 53 Fed. 99, § 554; Hall ». General, 153 Fed. 907, § 563.

Stronger than acquicescence is clear proof of the establishment
of the patent and right to injunctive relief by prior adjudication.
A very conservative statement of the rulc is that of Wilson v.
Consolidated, 88 Fed. 286, § 561. But again it must be observed
that sound discretion controls even in these circumstances. Sprague
v. Nassau, 90 Ied. 821, §670; Hatch ». Electric, 100 Fed. 975,
§ 570. A clear summary of the general principles is given in Electric
v. Edison, 61 Fed. 834, § 561.

There are cases where injunction pendente lite is clearly necessary

b
i * '
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to preserve the status quo, where none of the ordinary consider-
ations is the moving cause. But these are the peculiar condi-
tions of a case which cannot be previsioned by any rule. In
the case of Iisll ». General, 1563 Fed. 907, § 567, and quoted fully
under that section, are the main conditions which preclude the

" granting of a preliminary injunction. It does not follow that all

these six points must have been negatived to establish the com-
plainant’s right to the order asked, but it is clear that any one of
several ¢f these points would have been sufficient to warrant denial
of the relief sought.

It is clear that non-use by complainant of the patent sued on
is not a reason for refusing a preliminary injunctionn. Continental
v. Eastern, 210 U. S. 405, §574. Expiration of the patent of
course prohibits the granting and ends the life of an injunection
eranted. (§ 550.) A bond in lieu of injunction is within the dis-
cretion of the court (§ 546); and the conduct of the defendant
has its weight (§ 535). Ordinavily the positing of laches as a
reason for denying injunctive relief is a doubtful proceeding: for
excusing one’s own act on the ground of remissness of another
does not appeal to a court of equity. Punishment for the viola-
tion of an Injunction is adequately reviewed in Bullock v. West-
inghouse, 129 Fed. 105, and Christensen ». Westinghouse, 135
Fed. 774, quoted extensively under §§ 577 and 578.

Coming now to the subject of appeals irom injunction orders,
it is first to be noted that we are no longer in doubt about what is
appealable. By Seec. 129, Judicial Code, an injunction order
‘““ sranted, continued, refused, or dissolved ’’ is appealable.

\Without going into details, the following propositions scem set-
tled by the various decisions cited under §§ 535-545:

1. The appellate court will go no further than to determine
whether sound discretion has been exercised.

2. If, in the determination of this question, the entire record
must be reviewed, and if the proofs are adequate, the appellate
court will make final disposition of the case.

3. That such appeal does not stay other proceedings unless so
ordered.

4. That netther comity nor prior adjudication will prevent an
appellate court from acting upon its own independent judgment
based upon its own investigation of the facts.

Appeals from contempt orders are permissible only as now
preseribed by the Supreme Court in In re Christensen, 194 U. S.
458, § 538.

In conclusion it may be observed that, while the restrictions now
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put upon the Mop Case rule by the Supreme Court render possible
the recovery of substantial damages and profits in a large number
of cases heretofore practically deprived of such right, still relief
by injunetion is the main and most effective protection to a patent.
The rules, now so well established, will be applied with greater
wisdom and uniformity than in the past.

INTERFERENCES, §§ 580-58s.

Upon this subject nothing need be added to § 581, except to