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INTRODUCTION.

IT is a singular and somewhat extraordinary fact,
that almost all jurists misconstrue the act, entitled * an
act to promote the progress of the usefpl arts,”” and
all think nearly the same way at the first reading. Yet
when their attention is closely drawn to different points
and bearings of the act, they almost all construe it

correctly, and nearly alike. . .

This misconstruction in the first instance cannot
be accounted for better than by supposing it to be
owing to their want of practical mechanical know.
ledge, which they have no_ peed of acquiring;—this
being the subject of the l;iv,' reflection, and a little
attention to the act, ‘and the object to be attained,
wopld soon expel every doubt about its true con.

» struction.

'-"l
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EXPOSITION

oF

PART OF THE PATENT LAW.

e e ]

T'HE constitution ef the United States delegates to
congress the power ** to promote the progress of sci.
ence and useful arts, by securing for limited times to
authors and tnventors the exclusive right to their re.
spective writings and discoveries’~—not to the first
and true inventors exclusively.

Congress passed the first act ¢ to promote the pro.
gress of useful arts,” February 10th, 1790, in which
they confined or limited the grants to the fire? and
true inventors or discoverers exclusively; but disco-
vering either deficiencies or injustice in the Opérations

of this act, they appointéd a committee to framea bill = ™

““ to promote the progress of useful arts, and to rcpcal "
the act heretofore made for that purpose,” wlnch i»
~dated February let, 1793,

.-Theu' first consrderatmu will naturally be: How
shall we attain the great object? .
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1st. Excite to action, the inventive genius of the
nation.

2d. Induce inventors to divulge and describe their
uscful discoveries, by securing to them, for sufficient-
ly limited times, the exclusive right to their discove-
‘rico. And observing that the word used in the consti-
tution is inventers, (not first and original inventors)
they discover and believe that there may be several
truly original inventors, and but one first and original
inventor. For every person who originally discovers
the thing without suggestion, hiny, aid, or informa.
tion, 1s the true inventor, or discovercr; as much so
as the first true inventor or discoverer: and several
persons may truly mveat or discover the same thing.

3d. To invite and insure a speedy disclosure, to the
public, of all useful discoveries, that they may not be
lost, but that the progress of useiul arts may be
promoted; they deem it expedient, to extend the terms
:0 be held out, to any or either of the true inventors or
Ascoverers, as well as to the first true inventor or dis-
coverer: to him who may first apply, accept the prof-
fered terms, and comply with the requisitions, and spe-
cify the discovery in the patent office, to be designated
-~ for that purpose. Because it would be impalitic, as
“well as often unjust, tolimit the grant, to the first and
original inventor, only; for every true inventor, believes
himself to be the first inventor, until otherwise in.
formed, because he knows that he discovered the
thing originally, without suggestion, hirt, sid, or in-
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formation. Impolitic, because the first inventor may
refuse to accept the proffered terms; keep his disco-
very & secret, for his own use, and that of his {riends; ®
and the public might be deprived of the benefits of
his useful discovery, to which they claim a right, after
the inventor shall be remunerated, and rewarded, by
exclusive right, for sufficlent limited times, holding
principles to be common stock. Unjust, to award the -
patent to the first true inventor after the second true
inventor had incurred the expenses of specifying in
the patent office, obtaining his patent, perfecting the
discovery, and introducing it into operation, which
often amounts to enormous sums.

4th. To establish, and define, what shall be & patent-
able interest, or object, the exclusive right to which
shall be granted for limited times to inventors, as au-
thorised by the conatitution.

5th. Define and estublish the character of the inven-
tor, and his qualifications, to entitle him to a grant of
exclusive right to a patentablc interest.

‘They having thus drawn the ground lines, let us
enquire how they have proceeded; and whether they

have once mentioned the first and true inventor, or,
discoverer, 1n the act,

* Which is often the case when the irventor is negligent, or

when he is unwilling to incur the exponses, or encounter the
difficulties. '

1



6.

The Character of the Patentee, and Patentable Objects,
defined.

Sect. lst, states, That when any person or persons,
being a citizen or citizens of the United States, shall
allege, 'That he or they have invented any ““ new and
useful art, machine, manuf~cture, ur composition of
matter; or any new and useful improvement on any
art, machine, manufacture, or composition of matter,”
and 'shall present or petition, &ec. and [ scct. 3.7 swear
or afirm that he verily believes that Ae is the true in-
ventor or discoverer, &c.—here they have designated
the character to whom & patentable object shall be se-
cured, by patent, and—Have defined and established
thc patentable interests to consist, entirely, in the new
or improved application of principles, which principles
are common Stock, to which every man claims equal
right, to seek for, find, take and use, or to leave for
another to find, take and use, as in the case of fish,
wild fowl and beasts, and spontaneous productions,
But the whole community have agreed, in forming
the constitution of the United States, that no indivi-
dual who may find, shall take and use principles, ex-
clusively, longer than for the limited times that may
be granted by congress. But here the public claim
more than their right; for the ingenuity and labour of
the inventor is his, exrwlusively, by natural law and
justice, | |

;

Leet it be premised, that many inventions, or im-

provements, have cost more to perfect and bring into
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use, than 100 zeres of the best land, well improved
for farming, would scil for.

The law having defined, and established, both the
character of the inventor, and the objects that niay be
granted to him, exclusively: Then supposing a grant
to be fairly made according to law, to the true in.
ventor, and lie has expended his time and money, to
great amount, to perfect his mvention, and get it in-
troduced into use;—Have congress the power to recal
the grant, or to grant the same right, or any part
~thereof, to any other person, either directly or indi.
rectly, during the limited term; or to impose any new
condition, or to require any new or additional gqualifi-
cations, either ‘directly ov indirectly, of the patentee,
by any subsequent act? The answer is clear: No. But
they had power to provide, in the same act, That
whenever it shall be proved in any court, on any, suit,
by one or more witnesses, to the satisfaction of the
judges ¢ and jury, That the. patentee, although he be
the true inventor, was not the first original inventor,
or that the thing had béen in use in any other coun-
try, the patent shall be declared void. But this they
have, not done, because it would have been both
highly impolitic and unjust;——opening the way te,
and inviting perjury, and imposing a constant ter-
~ror, and check on the ming of the patentee, to deter
him from risquing the time, labour and money ne.
cessary to perfect his invention, and introduce it into
use; from divulging and specifying his discovery, or
taking his patent af all;—he being certain, that it
would he swern away, if it ever became productive,
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and thus eftectually to impede the progress of use-
ful arts, |

But congress has provided, that the patent may be
declared void on three grounds only, during the first
three years; viz.

Ist. On proof being made, That the patentee never
possessed the character reguired by law; that-he was
not the true inventor: but had received some informa-
tion of the thing having beeninvented, or in use.

2d. That he has obtained a patent for an unpatert-
able object. 'That the thing had been so extensively in
use, as t¢ have lost the character of being new.

3d. Or, That he has not complied with the condi-
tions prescribed by the law. -

e ettt

Conditions Prescribed.
What are the conditions prescribed by the law?
Se=t. 1. He shall present a petition, alleging that he

has inverted a new and uscful thing, signifying a de-
sire of ebtaining exclusive property in the same; and

-t

Sect. 3. Swear or affirm, That he does verily be.
lieve, that he is the true inventor or discoverer—{*vhich
oath he may freely make, after he may be informed
that another had invented or discovered the thing be.
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fore him)—*¢ and deliver a written desoription of his
invention, and manner of using it,”’—(This is in cases
where his invention consists only n the new applica.
tion of principles, or in a new and improved mode of
applying principles to produce any new art, &c. or to
umprove any art, &e. without having invented or im.
proved any machine)— ¢ in such full, clear, and exact
terms, as to distinguish the same from all things be.
fore known; and to enable a person skilled in the art,
or science, to make, compound, and use the same.”

Now it is evident, that if ** kis manner of using the
same” be by the means of old machines, he must de.
scribe every part of each machine; yet his patent can.
not be for the machi.nes, which he did not invent. If
by old machines which he has improved, to make
them applicable to his purpose, he must describe the
whole machines, with his improvements on them; yet
his patent is for the principle applied to 1mprove the
art, &c. by means of the improved machines; and he
may 1n such case take patents for each of his improved
machines separately, for all the various new purposes
to which bhis improvements enables him to apply them.

‘The same, if his manner. of using his improvement
be by means of new machines, of his own invention,
he may take separate patents for them.

Buat if ¢ his manner of using the same’” be by means
of several machines, invented and patented by several
diflerent persons, his patent will still be for the appii-

cation of the pringiples, te produce the improvement,
B
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by means of the patented machine, or by means of the
combination of the several machioes; for 1t cannot be
for the machincs patented by others, nor can it be for
the combination unconnected with the improvement,
or useful result, for the combination 1s one of his man-
ners of using the improvement, or modes of applica-
tion of the principle. But 1n this case he may only
name the machine or machines; he need not describe
- any part of the machines, for the several patentecs have
described them; and neither he, nor any other person,
can make or use them, without the license of the re.
spective patentees. His patent cannot be for the ma.
chine.
& 3
But in all otner cases the law compels him to de-
scribe the whole machine, “ so that auy person skilled
in the art, or science, shall be enabled to make and use
the same:”? ;Tor if he fails so to describe, and it shall
appear to a Jury, to have been with intent to deceive
the public, the patent shall be declared void; so that
he 1s compelled by /aw, to describe more than he does
invent, or claim. His obeying the law cannot forfeit
his_right; neither 1s there any clause in the law, that
forbids the improver, to describe the whole art, ma.-
chine, or manufacture, &c.; nor does his describing the
~hole machine, amount to a ¢claim of the whole. He had
a right in comnion to use the old principle, or art, or
machine; his patent secures to hini the exclusive right
to use the whole art or machine, with his improvements
added; as his patent, while in full force, does not pre.
clude any person from using the old art or machine,
there can be no necessity of declaring it void. How
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then could any person conceive, that deseribing the
whole machine, should forfeit the patent for the im-
provement, The idea hasg originated in error; if it is
establisied as law in England, 1t is contrary to reason,
and justice, therefore cannot be good law; but 1t is
contrary to our stetute, therefore cannot be law here.

« And in case of any machine, he shall fully ex-
plain the principle, and the scveral modes 1a which he
has contemplated the epplication of that principle, or
character, by which it may be distinguished from other
inventions.” Here the apiplication of the principle is
the invention, and the machine 1s the mode of applica-
tion or the manner of using the invention: and here it
appears cvident, that all patents are for principles, ap.
plied by modes, or machines, to produce useful re.
sults; ‘That under our law no patent can be granted

or held, even for any machine, unless a principle be
described. |

But why must the patentee * describe the principle,
and the several wmodes in which he has contemplated
the application?”” In order that his whole invention,
and no more, may be secured to him; viz. his new or
improved application of the principle to a certain pur-
pose, to produce a new and beneficial result, and all
the m-"os he may so describe. That the way may be
clearly .cft open, for further discoveries, of improve-
ments in the principle, viz, any better mode of apply-
g the principle.
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Of the word ** Principle.”
Quest. What is a principle, or what is meant by an

improvement in the pringiple? in the wards of the 2d
sccuon,

Ans. 1 will premise, that the most profound leam.
ing in the laws, sheds but little light on the mind, to
answer this queation, or to understand the specifica.
uon, or description, of any patented machine, or im-
provement. A jurist defines the word principle, to
mean the * ridical elementaey truths of science;”
‘“ the first grounds and rule for arts and sciences;”
‘“ something existing in the mind without tangibifity,
for which a patent cannot be good.”

But these definitions, by English judges, are much
more difficult to comprehend, than the word principle
itsclf. A simple mechanist understands mtuitively; he
defines the word principles to mean, 7he eternal,
immutable laws of nature, or nature's God; viz. gra-
vity, attracuon, repulsion, adhesion, weight, levity,
impetus, motion, resistance, friction, rest, mertie,
momentum, fluidity, solidity, heat, hght, electricity,
galvanism, magnetism, quantity, quality, capacity,
duration, extension, expansion, condensation, lever-
age,® proportion, upity, numbers, infinity, eternity,
truth, falsehood, right, wrong, &c. &c. &c.; of some
of which we can form distinct ideas, but of mast of
the principles in nature, art, and scicuce, aur ideas
are very confused. We conceive them to be too nu-

®* The principle of mechanical power.
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mierous to be mentioned, yet the fundamental princi-
ples may be few,-We, know that they cannot be in-
vented or created by man;. they have co-existed with
cternity; and - are common stock, but may be disco-
vered by study and ingenuity, and variously applied
to useful purposes, by labour and expense, which
constitutes inkerent, exclusive right. The mechanist
knows in the application of which%of them, he has
discovered an improvement, to improve any art, ma-
nufacture, or machine, either to produce equal bene-
ficial eflects, at @ less expenge, or a greater bencficial
effect tn a given time, or a more perfect and more
beneficial result, In either of these cases he knows
that he has wade an improvement in the principle,
within the meaning of the 2d section of the act; and
he knows what it has cost him, and claims a. remune-
ration. His patent, as proffered by the act, he applies
for and obtains, alkhough he may be unable to name
or describe the principles of his improvement in any
other way than by describing the effect produced, and
his modes of applying the principle for the purpose of
producing that result; and it is cruel -and unjust to
deprive him of it, because a jurist may not compre-
hend his description of the principle, nor what con-
stitutes an improvenient in the principle of any art,
manufacture or machine,

After he launcheé$ into all the cxpenses, of obtaining
his patent, perfecting his improvement, and sending
agents to traverse ‘the United States, to disseminate
and introduce it into useful operation, can we suppose
that congress int¢nded to provide any means to repeal
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his patent; aftér he had mcurred such. expenses, while
he retain§ his-eharactér "of bemg* the true ifventor, .
established by the dct ztse{f and: has fairly obtained
his patent, for a patentable ob]éct? No, we cannoi' be-

"” llcvelt. - R R N H

L* . #

. o e
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Hmv Pateut Rzg/zz‘s ma J 6e declared vozd -w:tlzm three

years.

SPEOE

Quest. How is the rlght of a patentee to bc tested9

_}--l- lr J , " . ll.i "‘l' II'.
» - h »

Ans. Section 10th provides a .mmmary mode; in
which any pérson may proceed to prove, 1st; That
‘the patent was obtained surreput;cusly, 2d, That the
patentee: was not the true invenior or ‘discoverer; and
the patent shall be declafed void within three years,’
but not afterwards. This is evidently intended princi-
pally for the benefit of the first and originai“inventor,
in cases where 'the patentee may have surreptitiously
obtained the patent, for ¢ the discovery of another per-
son.”” But observe, he ‘cannot succeed, even in this
seemingly hard case, unless he can prove that the pa-
teritee was not 2he true inventor, but had stolen his
invention, or ‘that of another. He cannot prevail by
proving that he or another” invented the’ thing; ‘“ an-
terior to the suppoced dlscovcry of the patentee; for
the prmclple of the law 13 just, viz. That if. he who
first. dlSCOV&l‘S unknown common stock, and does not
take and ‘possess, ‘as the law directs,-the next. who
may as trulyand orzgmally discover ‘thé-saine ithibg,
may take aid . possess lt on- paying the- price, 30 dol-

. T
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Lars, demanded by the community; and althouph at
had cost only thirty dollars, yetit would be injustice, if
the Inw wounld award 1t to the first finder, who either

relused or ncgrlected to take it ou the terms preseribed
by law. FThe patent right 1 then so far at rest, that at
the expiration of three years, all persons are barred
from this swmmary wmode of procecding.

Quest. 1s there then no means provided for repeal-
ing the patent, after the expiration of three years?

A

f

. Ans. The sixth section, provides,. That in cascs of
action for-damages, for infringement of patent right,
the defendant shall be permitted to plead the general
issuc, and give any. special matter in evidence, on giving
thirty days notice, tending to prove three points, viz.

That the specifiation filed by the plaintiff, does
not contain the whole truth, with mtent to deceive the
public.

2d. “Or, that the thing thus secured by patent,
was not ‘originally discovered Ly the patentee, but had
be¢n in use, or had been described in some public
work, anterior to the supposed discovery of the pa-
tentee. "That is, known or used, as 1n section 1.

*
t w1

'3d. Or, that he bad surreptitiously obtained a pa-
tent for the discovery of another.

In cither of which cases “the patent shall be de-
clared void” within the first three years,
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- Each: of these two:last: points, if proyed;tend to
destroy the mbst essential qualification ‘of thc pateritee
designated and eStablished by the law, Ytz, That df
bemg the true inventar. B PR SR (oo

U LU PR M SRR IURENTY B

Y

1
i
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1

After the Expir&tian of Three Years.

" But if it be a true rulein’ construing statu.tes,‘that
each section shall control. all the preceding,“the’ 10th
section is to. control the 6th section; and . ~supposing
that, congress did ‘not inténd to set the: patent right
completely at rest at the expiration of three years;then
the two points, ‘allowed to-be proved in ‘the 10th sec-
tion, ‘within three years] bu not aftérvards; are- cer-
tainly set at rest, if no mgre, ‘and -cannot -be’ proved
under the ﬁth sectlon, aﬂer tbe ea:pzratzon qf' three
years, viz, SR L

1st. That the patent was surreptitiously obtained.
Or, | *

3

- 2d, ‘That the patentee was not the frue inventor;
neither of -‘which can be admltted to be. pt‘oved after
the end of three years. ' * B

There remains, thcn, vut two points, of the three
mentioned in the :6th-section, that are permitted to be
proved, after the expirdtion of three years, if any thing
remains at all to be proved to declare the patent void;

ViZ. S S S
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lst.. That the patentee has not specxﬁed his inven-
tlon tmly, accordmg to-the act,”and that 1t was-with
intent to decewe the pubhc.

2(1. That iﬁe t'h:infgjtplie secured by patent, ¢ was
not ortginally discoveried by the patentee,” because it
appears that it had: been in'use, or had been described
in some public work, (meaning in the United States)
80 e.rtemwely that it had ceased to be a patentable
object anterior to the suppased dnscovery of the pa-
tentee; although “the _patentee may have verily be.
lxeved and knew that he truiy and’ arzgmally dlscover-,
ed it,’and was the tfrue mvmtor or discoverer desigtia-
ted by the la'w, emltled toa patent and although, the
jury may also S0 beheve, yet the patent canpot be
good for an obJect not patentable at the time he so
discovered it. But this ; xs supposmg and allowmg too
much, . 7

;f -
( B

The words ¢ was not oragmaliy d:scovered by the
patentee, but, &c.” _cannot authorise any enquiry,
whether the patentee was the ﬁr.st and truq ongmgl
dlscoverer, for the act does not authouse that to be
proved in any case 'wlmtqver. That character i3 not
mentioned a¢ all, in the act; nor. car the enquiry be
gone into, whether the patentee be even the true in-
ventor, after the expiration of three years, These en-
qmrles are stopped by the 10th section. \Vhat then
can the sentencé mean? the word 6ut Wthh umne-

;o

; S +
» Thls was all. lhat was allewed o be proved in case of actmn-
nmder the first and repealed act. - *

C
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_?ﬁlately follows it, directs to. thc enqulry, and the tes-
- wf ht,lmqny l:hat may bc gqu, vrg. that thd def#ndant l‘nﬂ?
4 prove that the thmg patentéd; had bcen in wsc; or Had
been described in some public' work; (in the United
States) so extensively, and. pu{Phc’:ly, as, to haye ceased
to be a patentable object, antetior, &e. known or used .
as in sect. 1, and that the patentce: hdd no: nght to a

patent for 1t. | - T

- ‘ .' [
1

That thls is the true conStructlon, 1f not too much*
agalnst the patentee, we may safely conclude; for
certainly congress intended ;to"'set’ the patent l‘lgbt
completely at rest, in time; yet thcy may*have failed
in expressmg their true mtcnt and méamng, for if 20
years peaceable possessmn ‘gives d'righit, to be-at rest
for ever, to real property, shall not three years be suf-
ficient to set the patent nght at rest for 11 years. the

remamder of tbe hmlted tlme. |

Had congress intended that any testimony should
ever be admitted, tcndmg to prove that the patentee
was not the firs¢ fruc inventor or dzscaverer, would
they not ‘have said so, in these words, or that the pa-
tentee was riot the first and angmal inventor or. disco-
vérér of the thing thus secured, by patent, but that it
had been invented 6y anatﬁer, or. had been in use, or
had been deacrxbed in somé pubhc worL anterlor, &e.

."' ‘f
4

| But such a supposnion would be deemmg cOngress
destitute of all lcgtslatwe integrity, to: require of the
patentee, Other and additional quahﬁcatwns, to enable
him to. retain his patent, than was required to enable

¢



" him to. obegin it. To have-intentionally dlsgmaed the
meaning of the section,a to mislead and'deceive the trye
inventor. This’ we' cannot believe, nor, that there ever
existed. a !cgnslature SO dcsntutc of integrity; or that
any. other country, than the United ‘States is, alluded to;
no other being mentioned; no other could be mtcnded
by saymg lcss, than in tlm or an _/ dther cauntry.

But thc words “ was not ongmallv dlscovered »
&c.ﬂ will bear no such constryction; for they are the
‘hest words in the Enghsh language, to -convey .the
ideas; already stated to be t%lr true-intended mean-
.ing; viz.. ‘That. a: true inventor, discovers: originally,
~ that there may be more than one true inventor. That

thlng very generally-in use, in one'part of this coun-
try, may be truly and angmal/y -discovered in another
part, and the “Inventor ‘may be -the fruc-inventor or
dzscaverer, demgnated by the act; yet his patent for the
thing shall be declared void, when the general use is
proved to have been so extensive that the thing was
not new in the United States, because 1t had, ceased
" to be.a patentable object—anterior, to his supposed
dlscovery, for it was known or used, as in-sect. 1; that
the patentee was mistaken when he Suppoz:ed that his
discovery: entltled"hlm t0 a patent.

."j'

.‘;1 l‘-
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of- t}ze Notwc qf‘ Spwzal Mattcr. .

The. thirty days notice of the special matter; so.evi-
dently. intended for the benefit of the patentee,. to give .
him this'(¢00 shor¢) time, to prepare to rebut the tes-
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timony that may be stated in the notice, to be brougit
against hith. The noticé must therefore be special;
specifying the places where, and the time when, the
thing patented. had been in use: The books where,
and when published, and where now to be found, in
which the thing secured by patent, was described,
anterior to the supposed discovery of the patentec,
and by whom these facts are to be proved: or what
part of his specifications are deficient, or untrue: to
give the patentee the oppartunity of sending to the
places, to ascertain the fucts; of scarching the books,
to ascertain what is thergglescribed; of ascertaining the
character of the witnesses, for they may be suborned,
&c..otherwise the notice will be of no use to him; he
cannot be prepared to rebut. The notice must confine
itself to the fwo points, permitted to be proved by the
act; and the proofs to be made, must be confined to
the notice. Otherwise the uotice may direct the pa.
tentee to a northern ‘state, to places where it states the
thing to have been in use, on purpose td deceive him,
and consume the 30 days; and on the trial may prove
it to have been in use in a southern state, in places
" not contained in the notice, where the patentce had no
notice to go; and the judge may be induced to declare
the patent void, on the testimony of false, suborned
witnesses. And afterwards it may be ascertained, that
the thing had never been in use, in those places, or at
the time, swom to by the withess; or if it was in use,
it may be found to be under the license of the pa-
tentee, and comstructed, and sold by Aimself or his
agents, which he might have proved during the trial,
- had he had due notice. Who would repair the injury
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done to the patentee in suck case? A judge cannot go
on such uncertain, dangerovs grounds,

*

. Of the word * Supposed.”

The word supposed is very :mportant \n tbe 6th
section. 1t secures great privifeges to the patentee, and
gives great latitude to the jury. Many discoveries are
made long before the invention is exhibited publicly,
in useful operation; or pateated. Far instance, the
improved Columbian Stcam Engine was discovered,
about thirty years before it could be exhibited, in use.
ful operation; and the improvements in the art of ma.
nufacturing flour, about two and a half or threc
years.

The jury ought to hear, and the patentee should be
permitted to offer, c¢very kind of testimony, tending
to lead to a supposition, that the thing patented, was
aiscovered: by the patentee long befare it had been
exiibited in public useful operation, or patented; or
that 1t had not been so extensively in use, or described
80 publiciy as to cause the jury to infer that there re.
mained no necessity for its being specified in the pa-
tent office; nor of the exertions of the patentee, to put
the public in possessior: of the discovery.

- ‘ ml
T#e Prerogative of the Jury.

The jury are to judge, first, whether the thing was
already in the possession of the public; and so exten.

2
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-

sively in use, as to have lost the character of bein;
new;. but was known and used, as in sect. 1, and had
ceased to be a patentable object, anterior to the sup-
posed discovery of the patentee.

:

2. Whether the thing baving been invented, and
put in use, by the firs¢ true inventor or discoverer,
for his own, and his fiiends’ bLenefit, or had been so
useless, as to have gone out of use; and being neither
specified in the patent ofhce, nor described and pub-
lished in a public work, in this country, had ceased to
be a patentable object, to a second true inventor or
discoverer, anterior to his supposed discovery.

3. Whether its having been in use i a foreign
country, or described and published in a pudlic work,
in a foreign country, 1t ceases to be a patentable ob-
ject here, to a frue inventor or discoverer, untl 1t be
known, and used here.

4. Whether a thing that was a patentable object in
this country, because it was neither Anown or used in
this country, at the time 1t was fruly and oﬁginally
discovered, speciﬁed,land’ patented, by the true in-
ventor,—can ever after be made an unpatentable ob.
ject, and the patent be declared void, on the arrival of
books, n which the thing had been described; or of
persons to prove that the thing had been In use in a
foreign country, enterior to the su pposed discovery of.
the patentee; or any way affect the right of the true
inventor here, Certuinly not. *



23

The judge may expeund the law, sum up the evi-
dennce, and charge the jury, (in case he thinks the pa-
tent right was not set completely at rest in three years)
That if it shall appear to them from the evidence,

1. That the specification filed by the patentee, did
not contain the whole truth, with an intent to deceive
the pul)hc. (Thisisall that was allowed to be proved
under thé first act,)

{
\

2, Or, That the patent had been granted for an
unpqtentable object. |

*T bey must ﬁnd for the defendant, and the patent
shall be declared void. *

But if neither of these points have been proved,
they being the only two left to be proved, after the
expiration of three years, to aftect the right of the
patentee,~—they must find for the plaintiff.

The judge will not say that either of these points
has been proved but leave the Jurv to judge of the
facts,

‘T'he rule for ascertaining damages, is, to ascertain
the value of the use of the improvement patented, for
and during the whole time of infringement; to which
sum the jury may add whatever they may think pro-
per, for injuries, delays, and expenses of suits, &c.

For certainly the right of the patentee is as e:xclu.
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sive to his nnprovement, as that of any person to
houses and lands; and the same rule must apply in
ascertaining the damages for the forcible use in each
case, viz. ‘The full rents of each year, or value of the
use, with interest. But if the right is not exclusive, as
it is declared by the act to be, then any other rule may
be adopted.

Of the Intention of Congsess.

It appears that congress, to promote the progress of
the useful arts, intended, That when a patent for any
patentable object should be fairly granted, to the true
tnventor or discoverer, the right should be firmly se-
cured and established, and at rest, at the expiration of
three years. All opposition to the right should then
cease, and be barred, excepting only on two grounds,
(and it appears doubtful whether they are left to be
plead or not) in case of action; viz.

tst. That the patentce had not complied with the
conditions prescribed by the act; that he had not spe-
cified his invention truly; with intent to deceve the
public.

2d. Or that he had obtained a patent for an unpa-
tentable object. For certainly this was necessary to
be done. Who would wish to obtain property, always
liable to be swern away, by false or suborned wit-
nesses, whenever he should make 1t productive.
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What construction can be put on these words of
section 62 ¢ but had been in use or had been described
in some public work.” They can have no alfusion to
any country but the United States.

1st. Because a foreign country is not mentioned.
Congress have not said, in this or any other country,
which they must have said had they so intended.

2d. Because the acts of congress can have no ope-
ration, or allusion, beyond their legislative jurisdic-
tion, in no country but the United States. If any other
country is aiiuded to, 1t is sn mentioner in all cases.

3d. Because it would have been both highly impoli-
tic, and unjust, to have intended any such allusion.

Impelitic, because it would tend to impede the pro-
gress of useful arts, by damping the ardour of all in-
ventors: the right would not be secured.

Unjust, because it would be inviting and promoting
perjury, and establishing legalrobbery, and placing all
patents in 2 state liable to be sworn away, at any time,
as soon as they become productive, or that interest
may combine sufficient numbers, to attempt to have
the patent declared void, that they may use the thing
without paying for license, and that after thie patentee
had acquired great additional right by his labours,
time and expenses. They. would never be at a Joss for
witnesses, when the importance of the object would
be suthcient to procure them.

D
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Besides, to suppose these words to allude to foreign
countries, their principles of operation would be ab-
surd, and cruelly unjust. For should the thing patented
be, by some means, proved to have been in use, in
raising the cities of Babylon and Palmyra to their emi-
nent splendour 2000 years ago, but since totally lost,
during the barbarous times that followed, and was nei-
ther Anown nor used in the United States: Should this

proof annul the patent of the true inventor under the
act? No.

Suppose, again, that it had been invented, and put
in use in England one day antcrior to the supposed
discovery of the pateatee, but was totally unknown in

the United States; Shall this proof annul the patent?
No.

At what time, then, and in what country, may the
thing be proved to be in use, to annul the patent,
while it remains evident that no person in the United
States knew of the thing or its use, anterior to the
supposed discovery of the patentee?

Answer. At no time in no country.

If Arthur, living in the United States on the first
day of the month, knows that the thing patented was
in use in England, before he left there, but no one
else, in the United States, knows it, but himself: Is
the thing then “4nouwn, or used”’ in the United States,
as meant by the words in the act, section 1.



a7

Answer. No; because Arthur may go out of the
United States on the 2d day of the month, without
informing another.

If proving that one man having known of the thing,
shall not annul the patent, shall proof by tern men do
1t? if not, will proof by one hundred do it? if not, will
proof by one thousand do it? Who are to be the judges
of the proper number, necessary to know that the
thing was in use, in any foreign country, to annul the

patent?

 Answer. 1t appears that no number will be sufh-
cient; but that congress meant, that the thing must
be known and used in this country, so extensively,
as to have ceased to be a patentable object, anterior to
the supposed discovery.

Otherwise it would be in effect, recalling the grant
incirectly, which they have not power to do directly;
and that after the patentee, by great expense of time,
labour and money to perfect the improvement, get it
into use, and put the public in possession of it, had
acquired great edditiona/ right. It would be an atro-
cious legal robbery, which we cannot believe congress
ever intended.

Congress did think proper, in passing the act of
1800, to confine foreigners to their own nventions, or
discoveries, not known or used in this or any foreign
country, for the following good reasons; viz. That the
patentee must always be ¢ae true inventor, designated
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and established by law; and for the further good rea-
sons, viz. Several foreigners, or other persons, might
be, at the same time, crecting the thing for use; there.
fore a foreigner shall not patent a thing he 1mports.
~ Here ¢ any foreign country” is mentioned, because
congress intended, that if the thing had been imported
by a foreigner, and known and used any where, the
patent ** shull be utterly void.”

-But this does not at all show that congress ever 1n-
tended that a citizen, the ¢rue inventor or discoverer,
should ever be deprived of his patent, and robbed
of his rights, both inkerent, and fairly, justly, and
legally acquired, in case the thing, by him &ruly and
originally discovered, (without hint, or information, of
its ever having existed, and at great expense of
thought, labour, and expensive experiments,) should
ever be proved to have been known or used in any
foreign country, anterior to his suppesed discovery.

Query. Is it not far more probable, that congress
intended quite the reverse, and to pursue the policy
of the English laws in this respect, viz. That citizens,
who might travel to foreign countries, to discover use-
ful 1mprovements, not known or used in the United
States, and to wmtroduce them into use .in tne United
States, should be rewarded for thetr labour and ex-
penses, be deemed the true discoverers, and entitled
to a patent, fo promote the progress of the useful arts.
‘That this was the original intention of the framers, and
passers, of the act, appears most proballe. If the act
has unfortunately already recetved an opposite legal
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construction in any case, one of the best provisions of
the act, o atiain its object, is so far destroyed.

From every view of the subject, it appears most
probable, that whatever congress may have expressed,
in the 10th section, their intent and meaning was, to
secure the patent right and set it completely at rest for
the remainder of the term, totally out of danger from
false and suborned witnesses and perjury,~—to pre-
vent legal robbery.

The words first and true inventor or discoverer, are
used m the 5th and 6th sections of the first act of
congress, to promote the progress of the useful arts,
passed April 10th, 1790; and the grants of patents is
confined to thetn exclusively. -

But in the act of February 21st, 1793, and act of
April 17th, 1800, the words first and true inventor or
discoverer, or first original inventor or discoverer, is
not once used, but studiously and intentionally left
out; and the words the frue inventor or discoverer are
introduced and used, purposely to extend the grants
to any or either of the true inventors. Therefore in no
case shall the defendants be permitted to plead that
the patentee-is not the first original inventor. The
first inventor, being a true inventor also, is not ex.
cluded if he applies first; but if he neglects to apply
first for a patent, and to specify his discovery, it is at
his peril. He is not permitted to keep his discovery
secret. The public claim too much, when they claim
the benefits of his ingenuity and labours at the end of
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14 years; yet they do claim a-disclosure, promising
him protection in his right, if he will accept it, on the
conditions prescribed. And he is greatly indulged, in
other respects; for the law prohibits any one from
stealing fis invention, and does not compel him to
take his patent, before he has perfected his discovery;
if he will divulge it, by publishing it, describing it
truly, in a public work, even in a newspaper, he may
prevent any other from obtaining a patent for it. But
if he will specify it in the patent office, established by
law, it will then be a public work; his right to the
patent will be secure; he has divulged his discovery;
the public is in possession of it; and he may take his
own time, and suit his own convenience in taking the
patent; and in the mean time he may perfect his dis-
covery, intreduce it into use as fast as he can, and
when he conceives it will promote his interest and he
takes his patent, hc may demand of all those who con-
tinue to use it, the same sum he may receive from

others who may pay for his license.

But if he attempts to keep it secret, or neglects to
specify it, and another #rue.inventor obtains a patent
for it; he may try to keep it secret, and solely for
his own use, for his right is exclusive; and at the end
of three years, the first and true inventor loses all his
right, for the law does not permit him to keep it se-
crety except at his peril, nor to prove that the patentee
was not the firs¢ true mmventor.

Thus construed, the several sections of the statute
harmonise. It appears to be a wonderful production

r
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of legislative ingenuity, and integrity, well calculated
to promote the progress of the useful arts,-and do
justice to ali parties; securing to each inventor the
exclusive right to his whole invention, or improve-
ment, and no more, for the whole term, and keeping
the way open for further improvements in the princi-
ples, excluding every other means from being used
to produce the same result to injure or destroy the
right secured; excepting only that the term of four-
teen years is'too short, and nine patentees out: of ten
will be reduced to poverty, during the term, if they
take their patents foo soon, and if they spend thenr
time, relymg on their exclusive right for remunera-
tion.

All have agreed, that it is better to let ninety-nine
gulity persons escape, than to punish witi deatiz one
innocent person. And will it not be better to let nine-
ty-nine patentees hold their patents, although by con-
struction the law would make them void, than to rob
one of his just right fairly obtained according. to law?
more especially when they are interested in publishing
and disseminating their inventions, and have incurred
great expense, by which they acquire right; and are
the means of putting the people in possession of their
useful discoveries in a shorter space of time than they
would in case no patent had been taken; for a new

and useful thing-will 5pread ten times as fast, when
patented. R

& 24



ADDENDA.

!

In order to construe truly that part of the 6th sec-
tion most liable to be misconstrued.

Where it permits the defendant to prove * that the
thing thus secured by patent was not originally dis-
covered by the patentee, but had been in vse, &c.”

Let us premise the following questions.

1. Can a thing be discovered by six persons, at dif-
ferent times, and in different places, each without having
received the least hint or information of its ever having
existed? '

Answer. Of this there can be no doubt, and each of
them may ¢ruly and originally discover the thing, for
there can be no ‘invention nor discovery, unless it be
original. Inventor, discoverer, and original discoverer,
are synonymous terms for one act, as it respects ori-
ginality, and all meaning the B¢ finder out of a thing,.
not known to eltfiéc g¥ them. The word Jirst 15 ne-
cessarily used, to designate him who discovered prior
to all the rest; he is the first true inventor or discoverer,
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the first original discoverer; all the rest ave only true
inventors or discoverers, or true orzgmal inventors or
discoverers.

2. To which of them does congress proffer the ex-
clusive right, to the use of the thing invented, or
discovered, by each of them, equally, truly, and or:-
ginally? |

Answer. To either of the six individuals; he that
may first specify and describe the thing discovered, 1n
the patent office, swear or affirm that he verily believes
that he is the true inventor or discoverer, and comply
with all the conditions prescribed.

3. How does this appear to be the intent and mean-
ing of congress?

Answer. It is evident from their having in their first
act to promote the progress of useful arts, limited th.ir
grants, to secure exclusive rights to the use of new
improvements, to the firs¢ true inventors or disco-
verers exclusively. And in their second act, which
repeals the first, they have extended their grants to
the true inventors or discoverers generally, and have
not once mentioned the first true inventor or disco-

verer, .or the first original inventor or discoverer, in
the act.

4. Why has congress made, th],s r:/zange in their
policy?
E
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Answer. To open the door wider, for receiving
more speedy and certain disclosures, spicifications,
and descriptions, of all useful discoveries, in the patent
office, and thus the more certainly and effectually to
promote the progress of useful arts.

‘To cause the law to operate more jusily on the
improvers of the arts themselves; for it is evident that
every true inventor or discoverer concelves himself to
be the first true and original inventor until he is other-
wise informed; and if he proceeds to obtain his patent
and incur expenses, to perfect his invention, and in-
troduce it into use, Agping for remuneration during
the latter part of his patent term, 1t would be injustice
to a great degree to repeal his patent, or to award it to
the firs¢ true inventor, shouid there happen to be one
before him, who had incurred 70 expenses, but waited
to se:ze on the profits.

5. Can a patent once granted fairly for an object
patentable at the time, ever be repealed while the
patentee retains the character of the true inventor or

discoverer designated by the act?

Answer. Never, unless it be proved that the patentee
has not complied with the conditions prescribed.

Or, that the thing secured by the patent was not
patentable at the time of his supposed discovery.

6. What do these words 1n the section mean, viz.
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‘“ Was not originally discovered by the patentee, but
had been in use, or had been described in some pub.
lic work anterior to the supposed discovery?”

Answer. They can mean nothing more, nor less,
than what they clearly express; they are the best words
in the English language that could be used, to express
the intention of the framers of the section and of con.
gress, in passing the act, viz. That as section 1 pro.
vides that nothing that had been ¢ known or used
before’ should be a patentable object, here the defend-
ant may prove that the thing had been 1n use or known
before, and that the patentee was mistaken; that the law
itself shall conclude, that if the thing secured by the
patent was not patentable at the time of the supposed
discovery of the patentee, but can be proved to have
been in use, or had been described in some public
work, so extenstwely as to have ceased to be new, but
was known or used, as meant in section 1, the patent
shall be void, notwithstanding the patentee supposed
that his discovery had entitled him to the patent. For
it is self-evident that a patent cannot be good for a
thing that was not patentable.

The word but? leads us to this construction, and
away from every other, viz. “ But had been in use,
~or had been described in some public work, anterior
“t.the supposed discovery.” The words can have no
ellusion to the first original discoverer, for congress
have not said, but had been discovered by another,
&c.; their intention is evident.
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7. Who are to judge of the Anowledge, or the use,
or of the description in a public work, of the possession
the public had of the thing, anterior to the supposed
discovery?

nswer. 'The jury from the testimony, for the judge
cannot decide by the law, it gives him nodata to go
by, no proposition to conclude from.

Suppose A discovered an improved mode of manu-
facturing paper in 1780, and described it fully and

clearly in his books, but kept it secret, showing it only
to L.

B discovered the same thing in 1800, and described
it in his books, kept it secret, showing it only to F,
but neither of them tested it by experiment, or by
use, believing that if they incurred the expenses of
perfecting 1t, and specifying and patenting it, and in-
troducing it into general use, it would be sworn away
from them as soan as it became productive.

C invented the same improvement in 1810, and he
proceeded to perfect it, specify it in the patent office
to obtain a patent for it, and sent agents to traverse the
United States to disseminate it, and to sell licenses to
use it, to the paper makers, at 100 a vatt, or roll,
while it was worth $1000 per year. A and B begin
to think that the $100 per vatt more properly belongs
to them; and G and H, paeper makers, will use it, but
will not pay C for his license. C commences a sut,
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and G and H defends, and under the 6th section,
the judge should permit them to bring A and B to
swear, that they invented it long before C, and de-
scribed it.in their books, and E and F to swear that

they saw and read the description, and the bouks are
produced to confirm the fact.

Quest. How will the judge expound the law? will
he say the thing was known as meant in section 1?
or will the jury think so, and find for the defendant?
although it may appear that C has expended many
years of the prime of life, and many thousand dollars
to invent and perfect the thing, and his agents rode
hundreds of thousands of miles to put the community
in possession of it? Certainly not; if they do, C may
regret his own patriotism, and that nature has endowed
him with a talent, to serve his country, but to impove-

rish and enslave himself; but such proof is not per-
mitted.

Suppose again that A and B both swear that they
did perfect the improvement, and have used it up to
1816, and that E and I swear that they worked the
improvement for A and B, during the whole time,
but secretly. Such proof is permitted.

Quest. Will the jury find for the defendant, on the
ground that the thing was known and used, as meant
in section 1? and will the judge declare the patent
void? Certainly not; for the community has been al-
ready deprived of the benefits of the invention thirty
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years, owing either to the shortness of the patent term,
or the misconstruction of the law, by A and B, the
Jirst discoverers; and might have been deprived thirty
years more, had not C, the third true inventor, con.
strued the law more correctly, and risqued the neces.-
sary expenses, and his patriotic exertions, to perfect
and describe the improvement, and put the public in
possession of it, in 1810. That neither A nor B can
have any claim to the patent, nothing can be more
cvident, either in point of justice or law, after three
years of C’s patent term has expired.

Suppose again, that after C has expended thirty
years of the prime of his life, in endeavouring to get
his improvement adopted by the paper makers, that
he gave it gratis at first, to any one who should be the
first in a county to construct and use it, but that none
in the counties where the mills of I K L. M, were
situated, could be induced to accept the improvement
on those terms for several years, because they would
not believe that the thing could be made useful; and
on account of those many difhculties, congress had
granted a new term to C. Yet thirty years after C
first exhibited his improvement publicly in useful
operation.

G and H, bring P and Q into court, who swear
positively that they saw the improvement patented by
C, in use in the mills of I K L. and M, from 40 to 36
years ago, viz. from 4 to 8 years anterior to the sup-
posed discovery of C; and C proves by his agents, that
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I KL and M had all purchased licenses of him to
use the improvement, thut C had erected the improve.
ment with his own hands, in the mill of M, and re.
ceived pay, and granted M license to use it, and
brings other witnesses to prove that he truly and ori-
ginally discovered the thing, after long study and
labour of mind, in the research, and the great difficul-
ties he met in convincing the paper makers of the
utility of it, &e.

Quest. Will the jury infer from these testimonies,
that the thing was known or used as meant in section
1?7 that it had been in use, as meant in section 6, to
such extent as to have lost the character of being new?
that the public were already in possession of 1t? that
there was no necessity of the specification of C, the
true inventor, to be filed in the patent office, nor of
his cxertions to disseminate it, to put the public in
possession- of it? that it had ceased to be a patentable
object, anterior to the supposed discovery of the
patentee? that therefore they must find for the defend.
ant? 'And will the judge declare the patent void? and
" thus strip C of the right he had acquired by the la.
bours of mind and body, for the prime of his life?
We hope not.

The foregoing train of reasoning was intended to
show, |

1. That several persons fnay truly and originally dis-
cover the same thing, that they are all the true inventors
or discoverers, and each equally entitled to the patent,



40

2. That a patent fairly granted for a patentable
object to the first of them that may apply for 1, can
never be repealed while he retains the character of true
inventor designated by the act, unless it be proved
that he has failed in complying with the conditions
prescribed.

Or that the thing patented was not a patentable
object at the time of his supposed discovery.

3. That the jury are the judges, and have a discre-
tion, to ascertain from testimony; whether the thing
was a patentable object at the time of the supposed
discovery of the patentee.

An improvement in useful aris certainly remains a
patentable object, while it retains the character of being
new and not known and used with the great mass of
the public or those who might be benefited most by
its use; while the knowledge cf it being confined to
so few persons, and those interested in keeping it se-
cret, that it is not likely to spread for public benefit.

The jury in this supposed case will most probably
conclude very justly that the public, but particularly
G and H, have derived their knowledge and use of
the thing, not from the discovery of A or B, but from
the discovery of C, his specification filed in the patent
office, and his exertions to disseminate it with hopes
of remuneration. That the act to promote the useful
arts, has operated beneficially in the case. That the
witnesses P and Q are most probably mistaken as to
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the time they saw the thing in the millsof T K L and
M, who it cannot be supposed would purchase licenses
of C, if they had the thing in use anterior to the sup-
posed discovery of C, that they must have seen it after
the discovery of C in the said mills. That therefore
C is, in point of justice and law, entitled to his pa-
tent.



RECAPITULATION.

e )
S e s =SSO

It has been Shown,

That the people, 1n the constitution of the United
States, delegated to congress, the power to promote
the progress of science, and useful arts, by securing
for limited times, to authors, and inventors, the ex-
clusive right to thieir respective writings, and disco-
veries, but had no power to delegate, to divest a grant,
of security when invested.

Congress passed the first act to promote the pro-
gresc of useful arts, April 10th, 1790; in which they
limited the grants to the first and true inveniors, or
discoverers, exclusively; see sect. 5 & 6.

On February 21st, £793, congress passed the act
now in force, for the same purpose, and to repeal the
act heretofore made for that purpese: and in this act

1. The character of the patentee is changed, and
designated, and established, to be the true inventor or
discoverer of any patentable object. The first and true
inventor is not mentioned at all in the act,

2. 'The patentable interests or objects are designated
to consist entirely in the new and improved applica-
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tion of principles, to produce any new and useful art,
machine, manufacture, or composition of matter; or
any new and useful improvement on any art, machine,
or composition of matter, not known or used.

3. The conditions on which the patent shall be
granted, are designated. A citizen, who having first
paid into the treasury 30 dollars, and shall allege, that
he has invented a patentable object, and shall present
a petition to the secretary of state, &c. * swear or
~affirm that he verily believes that he is the true inven-
tor or discoverer;”’ *° deliver a written description of his
invention, and manner of using it, in clear, true and
exact terms, &c.”” ““ and in case of any machine, fully
explain the principle, and the several modes, in which
he has contemplated the gpplication of that principle,
or character, by which it may be distinguished from
other inventions,”” &c. &c.

Of which description, filed in the office of the secre-
tary of state, certified copies shall be competent evi-
dence in all courts, that the patentee is the true inven.-
tor, or discoverer, and is the sole proprietor, of the
thing; and that it 1s truly specified.

And it has been attempted to be Shown,

1. That all patents under this law, must be for
principles, with a mode or modes of applying or using
them. Machines are modes of application of their prin.
ciples.
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2. That after a patent is fairly granted to a frue in-
ventar, for a patentable object, no new conditions can
be 1mposed on him, nor any additional qualification
required of him, other than those established by the
act, to entitle him to his patent; nor can the grant be
recalled or granted to another.

But that his right to the patent may be tested, du-
ring the first three years, in case of any suit, by per-
mitting the defendant to plead all the points, designa-
ted in the 6th section. But after the expiration of three
years, he shall not be permitted to plead those points
designated in the 10th section, which are limited to
~ three years, viz. That the patent was surreptitiously
obtained; or, that the patentee was not the true inven-
tor. The pleas are then reduced to two: viz.

1st. That the patentee has not described his inven.
tion truly, with 1ntent to deceive the public.

2d. Or, That the thing secured by patent, had been
so extensively 1n use, or described so publicly (in the
United States) as to have ccased to be a patentable

object.

3d. That of these pleas the jury are the sole judges.

4th. That patents under this act, are not confined
to the first and true inventor or discoverer, as i the
repealed act; for that character is not once mentioned
in the act, but purposely left out, and the character of
the #rue inventor introduced and established, to whom
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the patents are to be granted. Therefore in no case
whatever can the defendant be permitted to plead, that
the patentee was not the first original inventor.

5th. That the acts of congress can have no effect or
operation beyond their legislative jurisdiction; there-
fore the words in section 1, “not known or used,”
and in the 6th section, ¢ but had been in use, or had
been described in some public work,”’ can have no
allusion to any country but the Urnited States; because
they have not said * in this or any foreign country,”
which are the words used in section 1 of the act of
1800, to express their intention with respect to patents
to be granted to foreigners; for they, too, must be the
true inventors or discoverers designated by law, and

therefore shall not patent the improvements they im.
port.

6th. That the words in the Gth section, ¢ was not¢
originally discovered by the patentee,” can have no al-
lusion to the first and original discoverer, but only to
the use in which the thing had been, or to the descrip-
tion in some public work, which might show that the
thing had ceased to be a patentable object anterior to
the supposed discovery of the patentee, although he
might believe he had truly or originally discovered it.
—The defendant is permitted to prove that it was
used or known and not patentable by sect. 1.

7th. An improvement in the principle of any art, or
machine, section 2, is a Oetter -or improved mode of
applving the principle, producing a more beneficial
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result, and is entitled to a patent, subject to the patent
for the original discovery, but any change of mode,
or form, to any degree, to produce a less beneficial,
or not more beneficial result, is no improvement, on
a thing patented, deemed a mere change of form or
proportions, and not a discovery, nor shall it entitle
its author to a patent, or to use the original discovery.
For the patentee shall be allowed all benefits from
change of form or proportions during his term.

8th. I'he law compels the improver of any art, ma.
chine, or manufacture, &c. to describe the whole, in
cases where no description of the thing is to be found
i the patent office, to enable a workman to make and
use the same. But in cases where the thing is patent-
ed, he need not describe the old thing, the patentee
must have described 1t in the patent office, describing
the whole does not amount to claiming the whole.

The patent secures the exclusive right to use the
whole, with the improvement, (if the old thing be not
patented) but not the old thing without the improve-
ment. T'he patentee has only a common right to use
it. If patented, the improvement cannot be used with-
out the license of the original discoverer. There is
ncither necessity nor law for declaring the patent void,
in this country; for the patent for the improvement
remaining 1n full force precludes no one from using
the old thing. The longer the right is held, and the
more the patentee expends to put the public in pos-
session of his improvement the greater is his acquired
right.

’
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A patent granted cannot be recalled, nor granted to
~ another, neither in whole nor in part, the public faith
is pledged, to secure the whole right for the whole
term. No person can be permitted to use any other
machine, mode or means to produce the same result,
to destroy, infringe, or curtail, in any degree, a right
already secured. Sect. 2.

Every inventor shall have a patent for the whole
cof his invention, or improvement, and no more, sect.
3, he shall describe 1t. Sect. 2, secures 1t.

A patent cannot be for a principle exclustvely, that
was ever known or used (because it 1s common stock)
but only for the new application of the principle de-
scribed to produce a useful result, by means of the
mode, or modes, or machine, or machines, described.

Principles are the immutable laws of nature, which
are common stock, by natural law, as far as they have
been discovered, known and applied to science, arts,
machines, manufactures, or composition of matter,

But if an inventor discovers a new unknown prin-
ciple, he 1s entitled to a patent for his whole discovery,
certainly at the least, for all the purposes which he
shall describe, to which he contemplates the applica-
tion of that principle, and to all the modes of applica-
tion that he shall describe. But is he not entitled to
all the various purposcs,rto which his newly discovered
principles will apply? he does not monopolize i1t, for

Illll



48

it was not known to exist, he finds and gives it to the
public at the end of his term.

‘The product of the ingenuity, thought, and labour
of the mind, as well as the labour of the hands, and
expense of experiments, of the inventor, are by natu-
ral law, more exclusively his, than any other property
that he can possess, the community can have no com-
mon right to them, nor any property i them. They
have no right to claim these, at the expiration of 14
years. The patent term should be extended.
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PATENT LAW.

PATENT Laws are erroneously said to be a con-
tract between the public and the inventors of useful
improvements; but as inventors have no part in the
contract, but merely comply with certain conditions,
it follows that the patent lawsare public propositions
for awarding exclusive privileges, or rather affording
protection of natural right to inventors, on the follow-
ing terms, viz. 0L

. ‘ | :

If any one will invent or discover any new and
useful improvement in the arts and sciences, not
known and used (in the United States) before such
invention or discovery, then we will protect and se-
cure to him exclusively the right to his invention or
discovery, during a term not exceeding fourteen years,
in the first instance, and for any other limited time or
terms that we may think his improvement merits, on
condition that he pay for that protection, thirty doliars
into the treasury, and disclose the secret, by a speci-
fication to be filed in the secretary of state’s ofhice, so
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that after the aforesaid limited time or terms may have
cxpired, the improvement may become public pro.

perty.

These terms are fair in some respects; they neither
compel the inventor to disclose the secret of his dis.
covery, nor limit the time in which he may accept the
proflcred protection; he may consult his own conve.
nience, and if he thinks the proffered protection too
inconsiderablc or of too short duration, he may refuse
to devote his time and studies to make new discove-
rics, or to make new improvements. He may keep
secret his invention or discevery, until circumstances
may occur, in which his interest may be promoted by
taking out his patent. But by toking out a patent he
accepty the terms, and the transaction becomes a con-
triuct mutually binding. The inventor must then, as
required by the United States patent law, section 3d,

ct of 1793, make a full disclosure of the secret of
his invention or discovery, describe the principle of
his improvement and the manner of using it, in such
full, clear, and exact terms, as to distinguish it from
all other things known, (in the United States) so as to
cenabie a gerson skilled in the art to which 1t 1s most
rearly connected, to make and use the sumej—-and
this he must do, first without drawings or lctters of
reference, that this specification or deseription may be
suitable t¢ be registercd 1n a book in the patent cfhice.
He must also deliver drawings with explanations, with
letters of reference, where the case will admit of ¢x-
planations by drawings, and deliver models, if required
by the secretary of state. 1f he couceals any thing, or
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his specifications contain too much, which shall appear

to be with design to deceive the public, his patent will
be void.

But as it will be impossible, (for the inventor will
in many tnstances, be ihcapable to describe his im.
provement as required by this act,) his patent on that
account shall not surely be declared void; and though
he may not be able to recover under it, in cases where,
by his description, it could not be ascertained what
his invention really was, and therefore infringements
could ncither be guarded against, avoided, nor de-
tected, until he, by additional specifications, models,
or actual operations, does on his part comply with the
law, which, when done, will entitle him to the pro.-
tection promiscd. If the public, by granting him an
invalid patent, be in fault, he 1s entitled to a good one,
for the full term promised. And unquestionably the
patent ofhce will always be open to receive such addi-
tional specifications, as may be found necessary.

The law requires also, that he shall describe the
principle of his improvement, and his manner of using
the same; the characteristic mark which distinguishes
it from ail other things known (in the United States)
and in case of any machine, he shall designate the
principle and all the various modes n which he con-
templates the application and use of that principle or
character, by which it may be distinguished from
other inventions. It does not require that he should
describe all possible modes of the application of the
principle; but only such modes as will produce the
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eftect described, or the result of his improvement.
Sach modes as he shall describe in order to have them
secured to him, with the gpplication of the principle,
will exclusively be secured to him, and.no more. And
if he does describe the principle, and only one mode of
application to produce the result, the application is
exclusively secured to him, and no other person can
use the principle by any mode of application, to pro-
duce the same result, without his license. The way
1s left open for further improvements in the applica-
tion of the principle, He that discovers any better
mode of application than any described by the paten-
tee, is entitled to a patent for that mode, subject to
the patent for the criginal discovery of the new appili-
cation and resuit.

It is provided, section 2d of the act of 1793, ¢ That
if any person shall discover an improvement in the
principle of any machine, or in the process of any com-
position of matter, which shall have been patented,
and shall have obtained a patent for such improve--
ments, he shall not be at hberty to make, use, or vend
the original discovery, nor shall the first inventor be
at liberty to use the improvement. “ And it is hereby
enacted and declared, that simply changing the forms
or pmportmns of any machine or composition of mat-
ter, in any degree, shall not be deemed a discovery.”
Why not, while section first declares, that the inven-
tor of any ncw and useful improvement in any art,
machine, manufacture, &c. 15 entitled to a patent? for
certainly a change of form or proportions may make
a very useful improvement in many cases. Because
here, the original discovery is supposed to be under
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patent, and the public bound by contract to secure it
to the inventor, and the limited times unexpired. The
provision is expressly for the protection of the right
of the true inventor to his discovery, during his patent
terms, but leaving the way open for further improve-
ment in the principle. And no patent, for change of
lorm or proportions, can be sustained, until the patent
terms for the original discovery expire, and such ought
not to be granted.

A patent for an improvement in the principle of o
patented improvement, can be sustained, and ought
to be granted. Such as a new and improved mode of
the application of the principle, to produce the same
result with greater despatch or less expense, &c. &ec.
But it would be subject to the prior right of the true
inventor, for ¢ he (the discoverer of an improvement)
shall not be at liberty to use the original discovery;
nor shall the inventor be at liberty to use the improve-
ment.,” It then evidently becomes the interest of the
inventor and the improver to unite their discoveries,
which would render their improvements more valuable
to themselves, and useful to the public.

- Both parties cannot held exclusive right to the same
thing at the same time; nor have congress the power
to grant any right to one that will lessen the right of
another. They have power only to protect and secure
right, for limited times, to any length and number the

case may require.

This section, 'while it secures the original discovery
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to. the true inventor, affords' encouragement for im-
provements in the principle, and sécurity to the
Improver. Without this provision, no patent would
be worth the expense of obtaining ; every right could
be evaded, by change of form or proportion, .or- pre-
tended improvements-in the principle; for no machine
was ever made to produce an ‘effect that could not be
vroduced by a machine of a different form, nor effect
or result produced by one arrangement or process, that
could not be produced by another arrano*ement or pro-
cess, somewhat different.

What is the original discovery in a new and useful
improvement in any art, machine, manufacture; or
composition of matter. It is the new and useful eftect
or result produced by the appllcatlon of prmcnples,
and may consist m -

1L, T he discovery of the application of a principle,

by means of old and known machines, to produce a
new and useful result. In this case the application of
- the principle and result will be secured.

f

9. The discovery of a new machine to produce a
known effect or result, with less labour or expense.

In this case the patent will be for the machine, and the
application of its principle as described. '

3. The discovery of a new combination of known
machines, to produce a new and useful result. In this
case the combination will be secured by patent, as well
as the new result, |
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4. The application of known principles to produce
a new and useful result. In this case, viz. application
of the principles of the machine by means of the ma-
chine or mode, the result will be secured, and the
application of the principles to produce the result.

5. The discovery of the application of a known ma-
chine, to a new use. Here the new application will be
secured, if it be useful.

6. The discovery of an improvement on a known
machine, to fit it for applying to a new use, to pro-
duce a useful result. Here the improvement in the
principle and new application will be secured.

‘7. The discovery of a new and useful 1mprovement
in the process of any art or manufacture, and manner
of using it, although on experiment no means may be
yet known, by which this improvement may be car-
ried into effect with increased profit to the manufac-

turer. Here the improvement in the process will be
secured.

8. The discovery of a new machine that was neces-
sary to carry a new process into effect that had been
discovered by another. Here the application of the
principles of the machine is the discovery, and will
be secured for all purposes to which it will apply; but
subject to the patent for the new improvement in the
Drocess.

9. The discovery of a new and mmproved process
H
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in any art or manufacture, and also a set of machines,
some improved, others entirely new, and their combi-
nation, to carry the improved process into effect to
produce a new and useful result. In this case the new
improved process, and the new result, is the discove-
ry, and will be secured; also the improved and new
machines are discoveries, and will be secured for all
the uses to which they will apply, jointly and sepa-
rately,

10. The discovery of the application of a known
power or principle to a new and useful purpose, or
the extension of the application to move a known ma-
chine with greater force, by the discovery of a new
and improved form of the machine, rendering it sus-
ceptible of the new or extended application, so as to
produce a greater effect, or new or more useful result,
or at a less expense. In this case the original disco-
very consists in the new or extended application, and
in the change of or 1mproved form of the machine,
both will be secured either jointly or separately.

11. The discovery of an unknown principle, appli-
cable to useful purposes without discovering the means
of profitable application. Here the principle disco-
vered, and mode of application described, will be sc-
cured by our laws, differing from the British,

12, The discovery of the means of profitably apply-
ing a useful principle, discovered by another, to a
useful purpese. Here the means of application will be
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secured, subject to the prior right of the discoverer of
the principle.

13. The discovery of an improvement in the mode
or means of the application of a principle. Here the
improved mode will be secured, subject to the prior

right of the discoverer of the principle, also to the first
~ discoverer of the means of application; for no prior
right shall be destroyed or lessened by a subsequent
erant of protection.

14. The discovery of an unknown plant and 1its uses.
Here the plant will be secured, and all the uses that
are speclfied by the patentee.

15. The discovery of new uses of a known plant.
Here the new uses will be secured, subject to the

orior right of the discoverer of the plant, during the
atent term.

The cases are too numerous to be enumerated.
Every inventor or discovere: is entitled to an exclu-
sive right to his own invention or discovery, and no
prior right can be lessened or destroyed by a subse-
quent invention or discovery of improvement on the
same thing. But a patent right may be lessened 1n
value by a new discovery; as for instance, a patent for
the use of oars instead of paddles, to propel boats,
would have been valuable until sails were invented;
vet the rigat to the oars would have remained entire.
But had the discoverer of the oars invented boats also,
and patented them, the sails could not be used with
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the boats without his license, neither could lie use the
salls to his boats without the license of the inventor of

sails.

It is not the machine discovered that constitutes the
original discovery; but application of the principle of
the machine, or of the principle of the improvement
on any art, &c. the useful result of the whole inven-
tion. The result required is first sought after, and when
concelved, a search for machines or the means or
modes necessary to produce it, is commenced. Some-
times they are to be found in use for other purposes;
at others they must be invented for the express pur-
pose, and many of different forms may be made to

produce the result.

‘The result or improvement in the application of
principles then constitutes the original discovery in
most cases, and the original discovery in all cases is
sccured to the original discoverer.

What ideas then do the terms invention or disco-
very, inventor or discoverer, as used in the patent
law, convey? They certainly are not synonymous, for
may not a thing be discovered without invention? Cer-
tainly it can; a plant unknown may be discovered, or
a new use of a known plant, by diligence and search,
without invention. A new and useful principle or law
n nature may, by expensive and 'aborious researches
or experiments, be discovered, though the aid of in.
venticn may be necessary to apply them to useful
purposes. A man may travel over Kurope, Asia and
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Africa at great expense, on purpose to discover what -
improvements are in use there, * not known or used”

in the United States, and in case he introduces any of

them for the benefit of his country, did neither the

framers of the constitution, nor congress, contemplate

a reward for such expensive and patriotic labours to

promote the welfare of his fellow citizens? Certainly

they did intend to secure to the discoverers of things -
new and useful, in the United States, the exclusive
right to their respective discoveries, for limited
times.

The constitution of the United States does not de-
legate to congress the right, nor if it did, has it the
power to legislate beyond its territories; therefore their
acts can only take cftect within the limits of the United
States and its territories.

Congréss have power to promote science and the
useful arts, by securing to authors and inventors the

exclusive right to their respective writings or disco-
veries.

Had the .power been given to grant rights, they
might have granted monopolies. They can, however,
only secure inherent rights, for limited times, renew-
able at.their pleasure.

Congress have passed laws ¢ To promote science,
and the progress of useful arts;” therefore no part of
these laws can be construed to impede their progress,
nor can their laws have effect beyond the limits of
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their territories. Therefore the words not known or
used before, must mean in, and apply to, the United
Staces and Territories, and not to China or Tartary.
‘For it is no benefit to the United States, no improve-
ment in the arts here, for a thing to be known and

used in any other country.

And in section 6th of the same act these words
‘“ but had been in use or had been described 1n some
public work,”” must mean in the United States or Ter-
ritories, such as the patentee might have got his im-
provement from, and which any other person might
have done as well as he, without any claim to the
merit of an invention. For it is to be presumed, that
if the work be public, many at the same time most
probably weuld be engaged in taking the thing from it
for their own use. It cannot mean a public work in
China or Tartary, or any other country, nor any book
in any foreign language even in this country, for it is
not a public work here.

To make a work public within the meaning of the
law, it should be printed and published in the United
States, or written and filed in some public office of the
United States, designated by law, before it can be said
that its contents can be supposed to have been known
to the patentee. A specification of an improvement
filed in the patent office is unquestionably a public
work in this country, within the meaning of the law,
and will secure the right to the original inventor, or
to any true inventor or discoverer.
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- If, after an inventor has by the most ardent study
and indefatigable industry, invented, and got into use-
ful operation at a great expense, an Improvement not
known or used in the United States, others secing the
benefits, and coveting: the use of it, but unwilling to
make any reasonable compensation, shall have the
right to search all the books, in all languages in the
world, for a description of the thing, to render the
patent right null and void;—if this bé a fair construc-
tion of the patent laws, then it may be fairly inferred,
that congress intended to impede the. progress of the
useful arts, and that they sanction Injustice, which
would be absurd; for although the thing may have been
described in a book, it may never have been tested
by experiment, or applied to practical utility.

Those provisions are to be construed favourably to
the improvers of the arts, considering that their rights
are unprotected, excepting for limited times, ot the
pleasure of congress. Otherwise they wonid have an
effect contrary to the true intent of the act, which il
bear no other construction than to mean, *nu: kpown
or used before” in the United States, or * had been
described in some public work” published in the
United States.

By the act of 1793, a citizen of the United States,
the true Inventor or discoverer is entitled to a patent
for his invention or discovery of any new and usecful
improvement, on any art, machine, manufacture, &ec.
He is unlimited in his range to make the discovery;
he may, 1t seems, invent it in this or any other coun-
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try, or discover it by travel, nd if it prove to be new
and useful in the United States, his patent will be good
by a fair construction of the law.

But the alien is limited to his own invention. By
the proviso in the first section of the act of 1800, ¢ he
shall swear, or aflirin, that to the best of his knowledge
or belief, his invention or discovery hath not been
known or used in this or any other country,” and if it
proves to have been known or used any where, his
patent is void. The reason why this distinction is
made, is evident. The citizen is encouraged to travel
to make discoveries, by a promise of protection in the
exclusive right to his discoveries, for limited times,
as a reward for his labour and expense in introducing
new and useful improvements into the United States.
Whereas one alien can have no better claim than any
other, who may bring the same thing with them into
the United States, #1d which is attended with little
cxpense to them, and the law has established that the
patentee must be the true snventor or discoverer. It
would, however, probably have been better policy to
have cxtended the same privileges to aliens as fully as
to citizens. which would have brought not only the
arts, but the artizans, and all improvements from the
different parts of the world, into the United States in
a much shorter time, as was undoubtedly the intention
of congress in passing the original act of 1793,

Scction 2d of the act of 1800 provides, ¢ that when
the inventor or discoverer of any new and useful 1m.
provement shall die before he obtains a patent, the
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right of applying for, and obtaining such patent, shall
devolve on his heir or lepal 1epresentatives,”’

On the whole view, 1t sipears clearly, that if an in.
ventor 1s not able to put hi:. improvement in operation
at his own expense, nor to obtain aid from others to
do it, that he may sccure his right to himself or his
hewrs, of taking out a patent, when it may appear to
be for their interest, bv specifying his invention ac-
cording to law, and filing it in the patent office, where
it will then be a public work, ready to render void any
patent that might surrcptitiously be obtained for his
invention, the thing has ceased to be a patentable ob.
ject to any except the true inventor, who described 1t
in the public work. He may then publish his specifi-
cation describing his mmprovement, and hold out
inducements to others to associate wath hnm, o apply
his improvements to practical uthity; and he or his
heirs (in cas+ of his death) may take a patent when 1t
may appear to be worthy their expensce or attention.

The states, 1n their imdividual capacity, retain the
supreme power of securing to an inventor or disco-
verer, his heirs, or assigns, &c. the exclusive right to
their improvements for such time-as to do per/ect
Justice. Their having delegated to congress the power
to protect right, for limited times in the United States,
does not at all lessen their sovercign power to grant
what protection they may think the improvement
merits; orany other aid or encouragement the inventor
may need to put his improvement in useiul opera.
tion, without interference with the Laws of the United
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States. A state may even grant a monopoly of an in-
vention and 1mprovement to any one who is not the
ventor, to induce him to put it in operation, provided
they do not by this grant, divest any person of a
vested or inherent right; for there can exist no power

in our free country, to divest any one of his vested
right,

It appears then, that when an inventor cannot suc-
ceed to get his improvement in operation with profit
to himself, under the protection aftorded by the Uni-
ted States, that he may, with hopes of success, applv
to the individual state which his improvement will be

most likely to benefit, for such protection, aid and
assistance, as he may need.

Section 3d, act of 1800, fixes the penalty for breach

or infringement of patent right, at three times the
actual damages sustained by the patentee.

The jury, in assessing the actual damages, ought
to take into considcration the value of the improve-
ment, during the time of infringement, the time lost
to the patentee, and the expense of sustaining and
attending law suits, the stoppage of sales, or the col-
lections of monies due from others for said improve-
ments, &c. &c. But they have o authority, jurisdice
tions or right, to consider whether this penalty be too
high or too low; that would be assuming the preroga-
tive of legislation. The province of the jury is to
ascertain the actual damages sustained by the patentee,
and leave the law to take its course. If the jury do
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not allow sufficient damages generally, the law will
operate as a complete denial of justice to every pa-
tentee who has not wealth to risque; he will be deter-
red from commencing a suit, in cases where a com-
bination of rich infringers may be formed to divide
the expenses of defence between them, and to keep
off the trials until the expenses amount to a sum too
great for the abilities of the plaintift to bear, such as
would totally ruin him, should the cause be decided
against him.

Every patentee will find his interest in lisensing
his new improvement gratis, or to sell at very low
prices at first, until its utility be established; therefore
his prices in the first years are no rule to regulate his
prices by for the latter part of his term.

If judges and jurors will call patent rights for new
inventions, monopolies, the patentees will be deterred,
suppress their Inventive genius, and ceasc to make
further exertions to monopolize things that never ex-
1sted; but they will hold on to what they have, it has
cost them much, for they krow they are not monopo-
lies.

Those who are inimical to pstent rights, and wish
to oppose them, call them mononolies, to make them
odious to the people. This is a mere perversion of the
termi. A monopoly deprives the people of the use or
benefit of something that they have possessed or used
in their ewn, or common right, before the grant, But
they cannot have possessed or used in their own, or
common right, any thing that never did exist, or was
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unknown to them. A patent right can be good only
for things that are new and useful, that never existed,
or were never known or used, in the United States or
Territories, until they were invented or discovered by
the patentee. Our patent laws preciude monopalies:
congress cannot grant a monopoly: a patent right can.-
not be a mononsciy; prove it to be such, and it 1s void
by law. A patent is a protection of an inkerent right
ior alimited time, and no good reason can be assigned
why the term should be limited to fourteen years only.
'The odious term monopoly should be expunged from
our vocabulary,

In England, patents are granted for fourteen years
only in the first grant; but if it shall appear that the
inventor will not be sufhciently remunerated, nor able
to extend his improvement in so short a term, he may,
and in many instances does, petition parliament long
before his term expires, for a special act, granting
their protection for another term, to enable him to
make his arrangements proportionable to the terms

that may be granted to carry his improvements exten.
sively into useful operation; which grant they so

seldom refuse to make, that he can rely on it as a
thing of course. 'The second term granted has been
various, freom seven to fourteen, fifteen, eighteen,
twenty-one, twenty-five and thirty-one years, accord-
Ing to circumstances.

These acts are deemed private acts of parliament,
and are not published unless the acts themselves de-
clare them to be public acts; in that case they are
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published with the statutes at large, at the public ex-
pense.

The courts in England have held, that damages
will not lie for infringement of private acts, until after
notice of them be given. The reason is evident: no
persen can be bound to know an act until it be pub.
lished. Whereas all are bound to know a public act,
‘because it has been published at the public expense.

It is otherwise in the United States; congress direct
all their acts, private as well as pubilic, to be published,
at the public expense. Therefore the same cause for
giving notice ‘of private acts cannot exist here that
does in Fingland.

Thus it appears, that no one can plead ignorance
of a private act of congress, any more than of a pub-
lic act. For if they can plead ignorance of one act,
after 1t has been published at the public expense, ac-
cording to law and usage, they may, on the same
grounds, plead ignorance of every other act of con-
gress so published.

The patent laws aflord suflicient protection to the
inventor for and during his patent term. Extend the
term sufficiently, and no complaint ought to be made
of the law; the patentee need not wish a better.
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Correction.

In page 32, line 4 from bottom, read  all meaning
the finder out of a thing, not known to them,”—in-
stead of *“all meaning the first finder out of a thmg,

not known to either of them.”
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