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THE ACTION OF INFRINGEMENT,

for the infringement of a patent the patentee ig not
both to an account of profits and an inquiry j
That principle applies to every case of infringem

Lviin
ent, and the,,

fore 1t must be taken to have settled eonclusively that ¢,
' p

patentee must, in all these cases where he has a deey
whether he will have an account of profits
damages (¢). And in general he will elect to have

\€Cree, oleet
oI an mquir}» inty
damages 7

An account extends to all the direct or collatera] profit whieh
the defendant has made (), and to any saving he has effeeteg (i

by iniringing the plaintifi’s patent privilege. The questio
What profit 1s fairly attributable to the use of the plain;
invention? If the defendant had not used the plaintift’s Inven.
tion, what would he have lost thereby?

i,
fi's

This is the amount

recoverable by the plaintiit as profit (). ,
It does not include the entire loss which the plaintiff sustyjpy

by reason of the infringement-(z).

Lhe only question i why

advantage the infringer has derived from the use of the paten
over and above what he would have got from the use of proeess;

open to the publie (y).

An order for money payable as the result of an account iss
debt provable in the infringer’s bankruptey (2).

An aecount will not be ordered when the evidence shows eithe
that no profits have been made at all («), or that the sales haw

been insutficient to make 1t worth while ().
A plaintifi’s right to an account, as well as to an injunction, :
may be barred by delay or acquiescence (¢).

(q) De Vitre v, Detts (1873), L. R. 6
H. L. 321: dwmerican Wire Co. .
Thompson (18Y0), 44 Ch. Div. at p. 287;
7 . P.Coat p. 158,

(r) Per Lindley, L. J., in Siddell v.
Vickers (1892), 9 R. P. C. 152,

(.) Crossley v. Derby Gaslight Co.
(1834), 3 My. & Cr. 428,

(§) Houselill Co. v. Netlson (1843), 1
Web, P20 Co 697, n. (). In Bacon v.
spottiswovode (1839), 1 Beav. 387, 1t was
held that in such o case as Houselill
Co. v. Neilson the plaintiff must allege
in his bill and prove at the trial that
such a saving had been efiected.

(1) Siddellv. Vickers (1892),9 R, . C.
152,

() Klhwoodv. Christy (18635), 18 C. B.
N.oS. 494 34 I, J. G P 130 over-
ruling Wealton v. Lavater (1860), per
Bvles, J., S C. B.N.5,190; 20 L.J.C. P.
975. For other decisions under the Act

of 1852, see Holland v, For (18}, 3
1. & B. 9775 Vidi v, Smith (1834), i
969. In Ellwood v. Chrisly, wha
the plambifl was assignee, an acconz:
was ordered only from the date of the
registration of the assignment. Bu
see United Horseshoe and Nail (0.1
Stewart (1888), 13 App. Ca. 40), 4k
5 R. P. C. 260.

() United Horseshoe and Nail (o,
Stewart (1886), 3 R. P, C. 148, per Lerd
Kinnear: and American case, Moury.
W hiteley, cited by him ubi supra; sl
14 Wall. N. 8. 620, _

(z) Watson v, Holliday (1881), ANk
Div. 780. ' )

(@) Bergmann v, Macollan (I,
L. R. 17 Ch. D. 423. .

(b)- Sanitas Co. v. Condy B trs
mark case) (1887), 4 R. P. 6. 533. :

(¢) Crossley v. Derby Gas Light ¢
(1834), 1 Web. P. G, 190; 4 L.J.(h%




REMEDIES.

In taking an account agains_t a defendant who has infringed
a patent, it is proper to take 111150 acc.ount, for the purpose of
compArison; the profits }nade by him prior to the dat? of lnfrmge-
nent.  In Siddell v. I—’witrcrs (d), the patente'e of an invention for
an appliance for operating on large forgmgs commenced an
action for infringement of his pﬂ,ten't .agan}st Messrs. V. & Co.
st the trial the Judge granted an mjunctior, and an account
of profits. The defendants appfea,led, and the Court of Appeal
grmed the judgment, and direeted an account of all iron
or stoel forgings manufactured by the defendants by the use
of the plaintif’s invention, and also of the profits made by the
tefendants by reason of such use. On the taking of the account
{be defendants refused to:give any account of the profits made
by them prior to the date at which they commenced to use
the plaintift 's invention. The plamnfiff took out a summons
tor divections as to taking the account, and that the defendants
should bring in a further and better affidavit. It was held that
the plaintiff was entitled to an acecount of the profits made by
the defendants prior to the date at which they commenced their
use of his invention.

The plaintiff is entitled to discovery in aid of taking the
account (¢). The costs of taking the account may be, and gene-
rally are, reserved ().  The mquiry may be made by the chief
clerk or a master, or may be sent to a referee, special or official.

() Delivery up of Inpringing Articles.

Besides an injunction, an account of profits or damages, a
successful patentee may obtam an order that within a time
lmted thereby (), the infringing articles shall, if possible (%),
be ascertained, and either destroyed (/) or delivered up to the
plamtift (%), or marked (wliere the patentee’s invention is com-

(d) (}889) 6 R. P, C. 464. the inquiry.
] e} Saxbyv. Easterbrook (1872), L. R. () Washburn and Moen Manufac-
CEx 2075 41 Lo J. Ex, 118, In that  éuring Co. v. Patterson (1854),1 R. P. C.
case discovery was ordered, notwith-  191; Otto v. Steel (1886), 3 R. 1. C. 109,
standing the pending of an appeal. And 120,
fee cases quoted ante, p. 442, n. (b). (1} Chadburn v, Mechan (1895), 12
({L Slack v, Midland Railiay (1880), R. P. C. 185.
i{ﬁ LP. gw. S1; Cole v. Saqui (1888}, 5 (1) Betts v. De Titre (1864), 34 L. J.
(1;2:‘ . G ~189.Jl 4911; Stddell v. Vickers  Ch. 289, 291; Ewmperor of dustria v.
C;‘j?}t- 5 R. _1 : 0 }01. In Ellwood v.  Day (1861), 8 De G. F. & J. 217 : Howe
34“{‘5 5: (éSGEJ, 15 C. B. N, 8. 494,495; v, Wedber (1895}, 12 R. P. C. 470.
A P. 130. The order was that (k) Tangye v. Stott (1865), 14 W. R.
1 plamtifl did not suceeed in surcharg-  386: Young v. Fernic, Pemberton, 236 ;

iog the admitted profits by one-six " ! ] :
e s by one-sixth  Washburn, de., ubi supr 2, 191,
the plaintiff should pay the costs of <€y udL sHpra, 195, 162, 191
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4406 THE ACTION OF INFRINGEMENT.

posite, and the various parts may be innocently useq f, oth
purposes) so as to prevent a continuation of the infringementuejr

In Fdison-Bell Phonograple Co. v. Sutith (m), the Court f
Appeal, varying the order of Wright, J., limited the orde f:;.}
delivery up to the mfiringing parts of the defendant's ﬂlachin:
The right of property in the infringing articles remajns in thé
infringer (n).

SEcr. 11.—Cosrs.

tli‘?iaés before Prior to 1840, a plaintiff 1 an action of infringement, who

e obtained even nominal damages, was entitled to recover pj; full
costs against the defendant, unless the Judge before whop the
action was tried certified under 43 Blgz. c. 6, s. 2, that ng e,
should be allowed.

Faﬁts lwhere The statute 8 & 4 Viet. e. 24, s. 1, repealed so much of that
fﬁ:zx Sl’ﬂlﬁings enactment as related to costs 1 actions of treapass on the east
recovered. (which included patent actions), and provided that if the plaintif

recovered less than 40s. damages he should not be entitled to gy
costs at all unless the presiding Judge should, immediately ofte
verdict, certify that * the action was veally brought to try a right
besides the mere right to recover damages . .. . or that the
trespass or grievance in respect of which the action was brought

was wilful and malicious.”
Certificate A certificate could only be granted under 3 & 4 Viet. ¢, %,
Eﬁ:LfI?EEL immediately after the trial. The lapse of several months between
mmediately o verdiet for nominal damages (o) and an application for a certr
after trial. , .
ficate by the successful plantift was held to be a fatal obstacle to
the exercise by the Judge of his statutory discretion; and ihe
Court even doubted whether a certificate could he granted after
another cause had been called on (p).
Certificate of  The statute 5 & 6 Will. IV. e. 83, enacted that in any action |

‘;L]t“}jf‘h‘j;f“ at law, or any suit in equity, in respect of any alleged infring.

(1) Needham v, Orley (1863), 8 L. T.  object heing to establish his right
N. S. 532: Westinghouse v. Lancashire  law  Dbefore sceking pecuniary rei
and Yorkshire Railway Co. (1884), 1 R, bursement for his losses irom 8 sul
P, Co 229 Plimpton v, Maleolmson, in Equity. Sometimes, however, ther
Seton, 565 Badische Anilin, de. (1884),  were exemplary. Thus Lewiz v.
21 Ch. D, 156, Marling (1829), 1 Carp. 475, the juy

(m) (1894) 11 R. P. C. 389; and sec  gave 200l damages; and in ;\ezirﬂrtg
Automatic Veighing Machine Co. v.  Grand Junction Ruilway Co. (180,

Fearby (1893), 10 . P. G, 112, Ioxel. 831, they were assessed at 100X,
i)y Sce Varvasseur v. Krupp (1878 Coryton, p. 307.
‘) (E'h). Div. 351, Lp | ) (p) Giillett v, Green (1841), 10 L.

(v) The damages awarded under this  BEx, 124; 7 M. & W. 347
Act were usually nominal, the pluintil’'s



COSTS.

{ Jetters patent, the Judge might certify that the validitiy
et tent came in question before him, and that on this
o t.he l;n beine eiven 1n evidence in any other suit in which the
- btnilfefi a verdict, the patentee should be entitled to
Me}],teengble costs, unless the Judge certified to the contrary
men?}) to be tared at three times the taxed costs (q).

(SECL' rej were two conditions precedent to the enjoyment by a

: iee of the protection of this enactment: (1) he must have
Pﬂte{] | a verdict or decree in the subsequent action; and ¢2)
thm,]]i;ne hefore whom the first action was tried must have
:]::ntetﬁlis certificate that the validity of the patent had come
?n question before him. The second condition was necessary
weause the pleadings 1n a cause nli.ght, upon the face ojf them,
appeat o raise almost every possible questmn.respectmg the
wlidity of the patent ; and yet the defendant micht not at the
trial or hearing raise any such quesi?ion (). The Judge could
feprive a successful plaintiff of costs if he thougl-lt fit.

The privilege conferred on patentees by this statute Was,
however, abused. An instarce is recorded by Godson, in which
» suecessful patentee commenced no less than forty actions.
Accordingly. the Act 5 & 6 Viet. e. 97, s. 1, repealed that portion
of 5 & 6 Will. IV, e. 83, s. 3, which gave treble costs, and
provided that the costs should be taxed in such a way as to be
a “full and reasonable mdemnity as to all costs, charges, and
expenses incwrred 1n and about ™ the aection.

The right of o patentee to have full costs under 5 & 6 Will. IV,
¢. 83, s. 3, amended by 5 & 6 Viet. e. 97, s. 1, was dependent on
the discretion of the Judge before whom the second action was
ried, and who might deprive him of such costs by certifying to
that effect at the trial. This discretion was liable to be exercised
when the certificate of validity had been obtained by the patentee

) The costs which this statute en-  allowed to the party for costs taxed in

sbled & patentee to recover on . second
orsubsequent verdicr passing for him
wete = treble costs, fo be fawed at Hhree
fines the fuxed costs,”  The words in
Haiies prevented the application of the
ordinaty rule as to double op treble
COls, viz, that * double o treble
WS are mot to be understood to
edll, according to their liternl import,
thiee or thrice the amount of single
" Without any such clanse of
Mierpretation, the amount of treble
s would have een caleulated in

¢ follm\'mg mamer. To the sun

the ordinary way, was added one-half
of that sum, and also one-fourth of the
same sum, and these three sums
being added together, formed what wus
techunically termed treble COsts, (...,
comnion costs, and three-fourths of the
comamon costs, or one-fourth less than
twice the conunon costs, Hindmarch,
p. 303 Webster Stats. p. 37, n. (0).

(r) Loid. p. 302; and see Stocker v.
Lioyers (1843), 1 C. & K. 99: Gillett v
Wilby(1839), 9 C. & P. 334; 1\W. P, C.
270 ¢ Newall v, Willsins (1831}, 17
L. T. 20,
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THE ACTION OF INFRINGEMENT.

Collusion.  in an action tried by collusion for the purpose of obtaipjy "
flilgilgﬁ‘:essar}' or where the second a?tion appeared to be a harsh op unnefeqsam'
Compromise. Proceeding,‘or en.ded in & 0011}1)1-on1ise (1), or when tha defenﬁ ar{
Validity not 1D that action did not question the validity of the natent bn

questioned.  wished hond fide to try a doubtful question of infringement (;1) “3
Eficct of Act  Any doubt as to the meaning of the term * fy] cnstgu'.

of 1852. 1

5 & 6 Viet. e. 97, s. 1, was removed by sect. 43 of the Patep Ia
Amendment Act, 1852, which defined it as ‘¢ full costs, char : "
and expenses, taxed as hetween attorney and client,” ang repﬁﬂgteE
in substance the provisions of the earlier statutes, and engy
that it should be lawful for the Judge before whom an actjgp for
infringing letters patent was tried, to certify on the record
the validity of the patent came in question, and that the recor]
with such certificate being given 1n evidence in any suit or action
for infringing the said letters patent should entitle the plaingg
on obtaining a decree, decretal order, or final judgment, to fy
costs as above defined, unless the Judge should certify that s
ought not to have them ().

The ordinary rules as to costs are those to be foundinR.$.(.
Order LXV. When any action, cause, matter or issue is trid
with a jury the costs follow the event, unless the Judge shall for
good cause otherwise order (y). In other cases the costs ar
awarded in the discretion of the Court (y). The County Cout:
Act, 1888, limits the costs i certain cases. But as infring.
ment actions cannot be tried in the County Court () this will nt
affect the costs in an infrincement action.

The rules relating to costs may be found in the Il 5. C. 188,

Certificate of
validity.

Costs under
the present
practice.

(s} Davenport v. Rylands (1865), L. R.
1 Liq. 302; 35 L. J. Ch. 204.

() Detts v. De Vilre (1864), 11 Jur.
N. 8. 0.

(0) Cp. United Telephione Co. v.
Patterson (1889), 6 R. P. C. 140.

() The practice under this section
was as follows:—

(1) The provigions applied only to a
patentee; and no certificate could be
aiven to the defendant in an action for
infringement : Badische Anilin, dc. v.
Leviustein (1885), 29 Ch. D. 360, per
Bowen, L. J., at p. 419,

(2) It was necessary that the certifi-
cate of validity should be given in
evidence at the subsequent trial.

(3) The words ** dceree, decretal
order, or final judgment,” did not
include a motion for a new trial of a

subsequent action, and the costs of &2
unsuccessful motion of that deseriptia |
were given only as between party ud
party : Bouviil v. Goodier, Griff. A, P..
40.

(4) Under sect. 43 of the Act of 132
it was necessary that the certificate d
validity should be given by*the Judg

- before whom the trial was heard;" &

Otto v. Linford (1880), 46 L. T.X.8

35.

(5) It was necessary that the ecre
or order should contain ap EXprs
direction to the taxing master that Lh
costs be so taxed: Lister v. Leoltes

1858), 4 K. & J. 420
( (y))R. 3. C. Order LXV. ruls 1.

f

(2) Quecen v, County Court Judt ¢

Halifax (1801), 2 Q. B.263; @ L
Q. B. 550; 8 R. P. C. 342




COSTS.

for LXV., and in the notes to that order in the ‘ Annual
Or et'ce » But the following need special attention: (a) Costs
Prac.l ; certificate of validity has previously been given.
wes ticulars of breaches and objections. (d) Appor-

(b) Costs of par _ _
rionment of €osts of issues. (d) Costs on higher scale. (e) Costs

where defendant submits.

(1) Certificate of Validity and Costs.

Under sect. 31 of the pregent Act g Fertiﬁcate of vailidity

may be granted by the Court (i.c., by the High Court (?f Justice (a)
or, perhaps, the Court of Appeal (b)) or a Judge, i.c., may be
mven in Chambers (c).
" There was n question whether the Vice-Chancellor of the
County Palatine of Lancaster was within the meaning of the
vords “Court or a Judge” In this section (d). But under
the Chancery of Lancaster Act, 1890 (¢), undoubtedly the Vice-
Chancellor has the power to give a certificate.

The section provides that, in an action for infringement of a
patent the Court or a Judge may certify (f) that the validity of
the patent came In question, and if the Court or a Judge so
certifies, then in any subsequent action for infringement the
plaintiff in that action, on obtaining a final order or judgment
in his favour, shall have his full costs, charges and expenses
as between solicitor and client, unless the Court or Judge frying
the action certifies that he ought not to have the same.

The following decisions under this section may be mentioned,
thongh they must be read with this qualification, that the power
of granting or of refusing solicitor and client costs is discre-
tionary, notwithstanding the certificate.

AL action commenced hefore a certificate is ogiven that the
validity of a patent has come in question is not a subsequent
action so as to entitle a successful plaintiff to solicitor and client

costs, though it be tried after the certificate has been given in
the other aection ().

(@) Cp. sect. 117, sub-scct, 1. (f) A certificate under this section is
() R. 8. C. 1883, Order LVIIL not a judgment, decree, or order within
rile 4; Cole v. Saqui (1889), 40 Ch.  the meaningof the J udicaturcAct, 1873,
‘?w. 132 : 6 R, P.C. 41, Butsee Incan-  seet. 19, and is not therefore appealable :
escent Gas Light Co, v. De Mare, 'c., Haslamn Co. v. Hall (1888), 20 Q. B. D.
Simdicate (1896), 13 R. P. C. at p. 579,  491; 5 R. P. C. 144.
(:I) Jﬁld: Act, 1873, sect, 39. (9) AAutomatic Weighing Co. v. Inter-
in(P' a},_J.. decided in the negative  national Hygtenic Society (1889), 6 R.
roclor v, Sutton Lodge Chemical Co.  P. C. 475. ~ Solicitor and client costs

{li?)ﬁ)é S{)d{{sp C. at p. 185, were not given on a breach of an in-
32 & o4 Viet. ¢. 23 junetion where what was done by the
E.

G G
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THE ACTION OF INFRINGEMENT.

It is doubtful whether a certificate of validity will be grante]
in an uncontested action. Kay, J., refused to certify in Peroni
ITudson (h), where the defendant did not appear at the ] 'bu;
in a similar case, Haydock v. Bradbury (i), Kekewich, J,, “T;nted
the usual certificate, notwithstanding the defendant's ati)sence
“If a defendant,” said his Lordship, “by non-appearaneg at th;
trial, could deprive a successtul plaintiff of the right whicl YO
are now claiming for him, he might be put to the troyjs of
proving it all over again.”

In Delta Mctal Co., Ltd. v. Macim-Novdenfelt Guug g
Ammunition Co. (I'), defendant consented to judement. Collins, J
aave a certificate that validity had come in question, byt aave nr;
opinion on the point himself.

The objection to granting a certificate where there hag heen
no contest is thus expressed, i Stocker v. Royers (1), by Erle, J..
““1 think that, as this 1s a verdict by consent, and g5 p
evidence has been adduced before me, 1 ought not to manta
cerlificate. My certificate would affect third parties, and i
would be possible 1 a case like the present for two parties
by collusion to consent to w verdiet in favour of a patent; and
if they could obtain a certificate under sect. 8 of the statute, o
use it afterwards to the injury of a third party who was realls
contesting the validity of the patent.” |

Where a certificate of validity has been granted in a previous
action, it need not be again granted. To do so would be wo
throw doubt on the sufficiency of the former certificate (m).

If a certificate be granted, and in a subsequent action a defen-
dant does not attack the validity of the patent, but relies on
non-infrincement, it is doubtful whether plaintiff will get sohcitor
and client costs; there are cases both ways (n).

defendants was not done vexatiously or  (1889), 6 R. . C. 475, and in Boya v.
improperly, but in the crroncous belief  Zoutal & Co. (1894), 11 R. P. C. 155,

that they were entitled so to do:  solicitor and client costs were refused,
Spencer v, Aneoats Vale Rubber Co.  To the contrary, see United Telephors
(1859), 6 R. . C. 406, Co. v. Townshend (1856), 3 R. P. €.10:

(1) (1884) 1 R. P. C. at p. 263, nited Telephone Co. v. Patiersm

(i) (1857) 4 R. P. C.at p. 75. See  (1889),6 R. P.C.140: United Teleplors
also  Edison-Lell Phonograph Co. v.  Co. v. St. George (188?)!3‘11. P.C.3,
Fdison Phonograplt Co. (1894), 11 R, 321, In Aufomalic Weighing Mochire

P. L. 33, Co. v. Fearby (1893), 10 R P. C. 42
(k) (1891) 8 K. P. C. 247, o very slight attack on the palent

() (1846) 1 C. & K. 99. resultod in an order for solicitor and
(m) Fdison Co. v. Holland {188Y9), 6  client costs. And see Darenportcg:
R. I’. C. at p. 287, Riylands (1566), 1 Eq. 302 ; 35 L. ).
(1) In dutomatic Weighing Machine 204
Co. v. Infernational Hyyienic Society




CORSTS.

In United Telephone Co. v. .I-’a-ttc:"son-(n), an acfion for infringe-

t of two patents, the plaintiffs claimed the usnal Injunction
mel aces. 1n his defence the defendant did not question the
anq q?nl]fmth.e patents and denied the infringement, but paid 751.
fTlhd(ljynrt in the alternative. At the hearing the application for
" ti:in' an injunction was not resisted by the defendant, and the
. ,n v a5 to damages was referred to Chambers. The plaintifts
1nq{;3 yroved the certificate of validity of the patents being
h::;:tizuled in previous actions under sect. 43 of Patent Act, 1852,
and sect. 81 of Patent Act, 1.88:?,' the defendant applied to the
Judoe to certify that the plamntifts ought not to have co.sts. as
bet\;een solicitor and elient, on the grm_md tlz&t the l"li}lllmﬁs’
patent had not been disputed, and their claim to relief not
ceriously contested by the defendant. 'It was held tlmf; the
plaintifis were entitled to costs of the action as bet-\-veen solicitor
and client, those of the reference as to damages being reserved,
and that the fact that the defendant had not disputed the validity
of the patent, and had by payving money into Court so far
admitted his liability, afforded no ground for granting defendans
1 certificate depriving plaintiffs of costs as hetween solicitor and

oTa

chient.
Doubt exists upon the point whether an action for threats is

“an action for infringement of a patent” within the meaning
of sect. 81, In Nurtz v. Spence (p), Mr. Justice Kekewich held
that 1t was not.  In Crampton v. The Patents Inevestient
Co.(p), Mr. Justice Iield granted a certificate without pre-
judice to its vahidity if 1t came into overation. His Lordship
epressed great doubt, however, whether he had jurisdiction to
erant 1t.

This section, like sect. 48 of the Aect of 1852 (r), applies only
o a second action for infringement.

In Automatic Weighing Machine Co. v. Combined Wetghing
Mackine C'o. {s), where the second action was in the paper for
tial at the same time as the first action, 1t was held that a
certificate given in the first action did not malke the defendant in
the second action, although he raised the question of the validity
of the patent, liable to solicitor and client costs.

neﬁ]cgm) bRP.C.o140. But see  30S; 36 L. J. Ch. 977

L ease, (s) (1889) 6 R. P. C. 121; and see
) (1338} 5 . P, C. at p. 184, Borill v. Hadley (1864), 10 L. T. N. S.
() {1888) Ibid, at p. 104, 650; 17 C. B. N. S. 435.
\") Pemn v, Bibby (1866). L. R. 3 Eq.

G G2

451

Action for
threats.

Only applies
to sceond
action.



452

Validity im-
peached on
new grounds.

Discretion of
Judge in
refusing full
costs sanie s
before Act of
1883.

;\Cti{)ll
vexatious.

Full costs
where
validity not
disputed
second time.

THE ACTION OF INFRINGEMENT,

When the validity of a patent was impeached in a second 4
on grounds different from the grounds of its impeachment in:;n
first action, the costs as between solicitor and client wepg ne
alowed. A second certificate of validity may be aranted wif]i
reference to the extent to which the validity of the patent cgy,
in question in the second action (). o

In Haslam Co. v. Hall (1), where the patent wag helq ¢, he
invalid, Stephen, J., granted a certificate that the validity g
come in question, but refused to certify anything further,

A certificate of validity may perhaps be granted, althoyol the
plaintiff has failed on the issue ot infringement () ; but it :annat .
be granted to a defendant, though successful (y).

The law as to the diseretion of the Judge in refusing full g
where there has been a certificate of validity has not been altereii
by the Act of 1883 ; but primd fucie the holder of the certifieste
is entitled to his solicitor and client costs (2).

Where defendants did not question the validity of the plaintif; -
patent, admitted that they had used 1t many years ago, by
explained that they had not since used, and did not intend t
use it, and where the damage, 1if any, had been very trifling, the
Conrt considered the action very vexatious, and deprived ihe |
plaintiff of full costs (¢). And where validity was not questioned,
and the infringement was innocent, the ordinary costs alone wer
aranted (D).

(1) Costs of Particulars ().

By the Act of 1852, sect. 43, 1t was (inter alia) provided th,
in taxing the costs in any action, regard shall be had to th '
particulars delivered in such action, and the planfiff ad §

(1) Otto v. Steel (1886), 3 R. . C. at (c) The General Rules of Hilary Term §
. 120. (2 Will. IV.) provided, by sect. , ik

(1) (1888) 5 R. P, C. at p. 27. no costs should be allowed on tassliez §

(¥) Automatic Weighing Machine Co. to a plaintiff upon any counts or s
v. Knight (1889), 6 R. P. C. 115, upon which he had not succeeded;and §
126 : Tweedale v. Ashworth (1890), 7 the costs of all issues found for th §
R.P.C.atp.436; Birchv. Harrap(1830), defendant were to be deducted fr2 §
13 R. P C. 615. But Lord Herschell did  the plaintifi's costs. The statute 3 &0 §

not encowrage this in Morris v. Young Will. I1V. c. 83, s. 6, provided that ;n
(1895), 12 R. P. C. at p. 405. taxing costs regard should behad totie §
(y) Budische, dc. v. Levinstein (1885), part of the case proved aud certified iv
ay Ch. Div. 366, 419; 2 R, P. C. 94. the Judge, and that the cgstsof ﬁ;“dh :
(z) United Telephane Co. v, Patlerson  parb of the case should begn'ena&;gr-
(1859), 6 R. P. C. 140. ing as either party had succeed 11: :
(@) Droctor v. Sutton Lodge Chemical failed therein, regard being had {0&; -
Co. (1888), 5 R. P. C. 184, notice of objections as :‘;g t;;w ".

(b) Boyd v. Tootal, Broadlhurst Lee  counts in the declaration,

Co. (1894), 11 R. P. C. 175. regard fo the gencral result of ¢ k" §
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ndnil‘é ragpectively shall not be allowed any costs in respect
pa,rticulm* unless cerfified by the Judge before whom the
s had to have been proved by such plaintiff or defendant

pectively, withous regard to the general costs of the cause.
re[11311(191" s section it was decided that—

Tha certificate of the Judge v_vho tried the cause that the
jefendant  had proved h‘is 'pa,rtlculars 01? objections, was @
condition precedent to his right on taxation to any eos'ts in
respect of sueh particulars, even in the case of a nonsuit (d).
«With respect to the costs of the 1ssues,” said Pollock, C. B.,
o Honiball v, Dloomer, ‘“there 1s no doubt that where the
plaintiff 18 nonsuited, the defendant 1s entitled to all the costs
of the issues, that is to say, of the pleadings and evidence
necessary to support them. But as the particulars are the
reatures of this statute, and the costs of this particular class
of proceedings are declared by the Legislature to be no part of
the general costs of the cause, and that, in the absence of
1 certificate, they shall not be recoverable, they are not

defe
of Ny
trial wa

recoverable.”
Honiball v. Bloomer was considered in Batley v. Kynock (),

vhere, after the trial of 1ssues had been fixed, the plaintiff
obtained the common order at the Rolls, dismissing his own bill
with costs. Among the items in the defendant’s bill of costs
were charges for drawing particulars of objections, and having
the same settled by counsel, the expenses of scientific witnesses
ond the price of o model, all of which the taxing master had
substantially allowed. Bacon, V.-C., in confirming this decision,
said: “ Here the state of circumstances contemplated by the
statute never did and never could arise. The case referred to at
common law (Honiball v. Blvomer, 10 Ex. 588) has no applica-
tion to the present.” Sect. 48, however, applied only to cases
where there had been a trial; where there had been no trial the
law stood as it did before ().

Sect. 29, sub-sect. 6 of the Patents Act, 18883, provides that on
taxation of costs regard shall be had to the particulars delivered
by the plaintiff and by the defendant, and that they respectively
shall not be allowed any costs in respect of any particular

(d] Honiball v Bloomer (1854) AL G . ' : .
| . y 2 reaves v, FEastern Counties Rail.
E,‘Uﬁ; ﬁgéfli 10 Excl. 5385 Larnell v. w(g)c'o. (1859), 28 L. J. Q. B. 290: 1
o (8 s ooh L. R. 29 Ch, D. 325, E. & E. 961, but distinguish Curtis v.
=10} 20 Eq. 635. DPlatt (1864), 10 Jur. N, S, 823,

Act of 1883.



454 THE ACTION OF INFRINGEMENT.

delivered by them unless the same 1s certified by the Court @
a Judge to have been proven, or to have been reasongh]s and
proper, without regard to the general costs of the cage,

This section differs in effect from the Act of 1852, seet. 43, in the
addition of the words ‘“ or to have been reasonable anq Proper.”

““ Court or a Judge” means a Judge of the High Cout, Wheth;r
sitting in Court or Chambers, and includes the Court of Appeal(y);
and now includes the Vice-Chancellor of the County Palatine 0;
Lancaster (/). If the application for the certificate is not made
at the trial, it may be made within a reasonable time after (1),

Costs of In Griffin v. Feaver (), G. brought an action for infringemen;

{ﬁ:f,lf HI:}E:] of a patent for imnprovements in metallic boxes or receptacleg i

f:ﬁzd“glbl holding alimentary and other substn,ncefs. By his defence, th;
defendant alleged that the patent was imvalid on a number
different grounds, including anticipation. At the trial the plain-
tiff*s first witness, in cross-examination, was unable to distinis
the alleged invention from a previous specification, and the actiy
was dismissed on the ground of that prior publication. Th
defendant was allowed the costs of all particulars of objections
involved in that decision.

In Germ Milling Co. v. Robinson () the plaintiffs, in an action
for infringement, failing on the ground of the invalidity of thei
patent being established by one of their own witnesses, judgment
was ¢iven for the dgfendzmts without their being called upon tog
into their defence. The defendants applied for a certificate that
their particulars of objections were reasonable and proper, and
the plaintiffs applied for a certificate that they had proved ther
particulars of breaches. It washeld, that the Judge must decid
which of the particulars of breaches were reasonable and propa
in recard to the case so far as it had gone, thata certificate
would be granted in respect of those particulars only which the
Judge specifically mentioned, and also that, as the plaintifis were
not entitled to any costs, they were not entitled to any certificate,

In Youny v. Rosenthal (i) Grove, J., granted a certificate of

(9) C'ole v. Suqui (1889), 40 Ch. Div.  Carbon Light Co. v. Kidd, ibid. 33;

132: 6 R. P. C. 41. Longbottom v. Shaw (1889), & R. P
() 53 & 54 Vict. c. 23, s. 3. C. 497, and (1839) 6 R B & 25i |

0 Roweliffe v. Morris (1886), 3  Oddy v. Smith (1858), § R. P. L. ow:
R.(l)’. C. 1-15.1) 11559), CquJv. Sagui (1888), 5 R. P, C. ;1‘-%1 |
k) (1889) 6 . P. C. 396; cp. Boyd v. Horrocks (1889), 6 B I\ %
Slazenger v. Feltiom, thid. 130. 152, 162, 9

() (1886) 3R. P. C. 254; cp. Rotiuwell (m) (1884) 1 R. P. C. at p. 2k
v. Ning (1887),4 R. P. C. 397; -lbo-
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hreaches where the patent was imralid, but infrin:gem'ent was
o4, This was also done n Badiscle, e, v, Levinstein (n).
Pn;i]e cowrt of Appeal has power to give a certificate of particu-
lars Of objections, 1 it has sufficient material on _Which to
Jetermine that they ave reasonable and proper, where it reverses
the judgment of the Court below by which the patent was found
wlid @), The House of Lords may do the same (). |

But where the Court of ,Ap-peal 18 ab}e to dlspo?,e o'f. an action
on one point, viz., that therfs 1S NO m'frn?gement, 1t will not hear
de case further to decide 1f the ob;ectlons were reasonable (¢).
Yor can it give a certificate unless it has sufficient material on
«hich to found an opinion (). | |

If the appeal is dismissed, a difficult point arises, and it is
loubtful whether the Court above has power to make any order
25 to the particulars differing from what the Judge has ordered (s).
Oder DVILL, rule 4, authorises the Court of Appeal to malke
orders that ouglit to have been made, so that when the Court
of Appeal reverses the Court below 1t may certify for particulars
on the ground that the Court ought to have done so, but the
case is different if 1t affivms the order of the Judge. There
isno appeal from the granting or withholding of the certificate (z).

The application for a certificate may be granted, although
the particulars have not been proved, if the Court is of opinion
that the particulars were reasonable and proper ().

In Cassel Gold Co. v. Cyanude Lecovery Co. (1), the patentee
was defeated m the Court below; on appeal his patent was
declared mvalid on the ground that the first elaim was bad, but
the Court decided that the invention was new, useful, and aood
subject-matter. The defendants had pleaded want of novelty
and mvention, and in support of their pleas had delivered
particulars of objections, which the Judge below had certified
to have been reasonably and properly delivered. The Court
of Appeal refused to disturb the certificate, for (assuming that

(1) Badische, e, Fabrik v, Levinstein - 162 Longbottom v. Shaw (1889), {bid.

J855), 20Ch. Div, at p. 419: 2 R.P. C. 143,

atp. 1185 52 L. J. Ch. 704. And see s () 1bid.

tonverse case, Jardine v. King-Mendlam (s) See per Lindley, L. J., in Cassel

¢ 'Lo. {'IS‘JG) 13 R. _P. (. 111. CGrold Co.v. Cyanide Iiecovery Co. (1895),
W) Colev. Saqui (1889), 40 Clh. Div. 12 R. P. C. 303.

132; 6 R. P, C. 41. () Haslam v. Hall (1888), 20 Q. B. D.
“])J{UFJ'IS\‘. Young (1893),12 R. P. C. 401; 57 L. J. Q. B. 352+ 5 R. P. C.

30.463. In Morgan v, Windover (1890}, 144,

i K. P, C. 46, the matter went baclk to ) Phillips v. Tvel Cycle Co. (1890
the Judge, T ]({.)P. C. 7%'. ’ i

) Boyd . Horrocks (1839), 6 R. P. C. (x) (1895) 12 R. P. C. 303.
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it had power) it considered that the defendants had acteq r'eas
ably and properly in using them, and were entitled to hy, t.he;;
allowed, though they were not proved.

The Court has no power to give a certificate as to Particulay,
unless it is satishied that they were reasonable and proper, And
as the Cowrt cannot go through the particulars and bry bye-issyes
merely to determine the question of costs, it frequently happens
that the successful party fails to get the costs of particulgrs
through no fault of his own. The following cases Uustr,
the law on this point :(—

Longbottom  v. Shaw (y)—An action for infringement
dismissed with costs, the defendant not being called upon;
Judge refused to certity for the particulars of objection, ang ther
were disallowed on taxation. Kay, J., said: * There mighr;
well be a case when the matter was decided against the .
tiff without calling on the defendant’s counsel, and yet the Court,
relying upon the evidence obtained by the defendant by cross.
examining the witnesses (z), might think 1t right to look at the
particulars of objections and allow the cosls of such particulay
of objections as weve, in fact, made out by the cross-examination,
I can quite understand that case occurring, and therefore I &
not say that there might not be in such a case as this, or in
a similar case, like that which 1 have just described, propriety
in the Cowrt leoking into the particulars of objections and saying
whether they were reasonable or nof, having regard to the
specification.  But in this case, right or wrong, the Court came
very clearly to the conclusion that it was not bound to do that
because the thing had been decided absolutely on the words
of the specification itself. Therefore it seems to me that the
Act of Parlinment is quite express.”

In the same case («) it had been determined by the Cour
of Appeal that the Court should not go into the particuli
merely to decide whether they were reasonable and proper, nd
with a view to giving a certificate for the costs.

In Mandelbery v. Morley (b), the plaintiffs at the trial sub-

() (1889) 48 Ch. Div. 46; 58 L. J. D. C. 23§, the plaintift's case brok:
Ch. 784: 6 R. P. C.510. See also  down, but ouly those particularsusdiz
Dairy v. Bailey (1891), 8 R. P. C. at p.  cross-exaniination were certified for. :
168. The fact that defendant does not () (1889) 6 R. P. €, _143:325 G
appenr will not per se deprive plaintifiof  Boyd v. Horrocks (1839), 1bld.' 15;1{ ;
his cervtifieate : Ieeumatic Tyre Co. v. (b) (1895) 64 L. J. Ch. 245; 1285
Carr, Law Journal (1896}, 15 Aug. C. 35.

(2) In Badham v. Dird (1888), 6 R.
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tted to have their action dismissed with costs before the
u:}lmp]etion of the trial. Stirhing, J., refused a- certificate as
(

to those particulars which had I{Oﬁ-been in evidence ; m}d not
weing satisfied that those on which he had some materials to
forllf o judgment were reasonable and proper, he refused the
cer[iﬁcate also for them. o . ‘

m Middleton v. Bradley (¢), plamntiff had discontinued the
otion. It was decided t}mt there could be no cerfificate for
the particulars ot objection, and therefore no costs cou_ld b.e
dlowed for them, as the Court had no n.mtermls on which it
oud form a judgment as to thenr propriety. But the Court
1av look at affidavits or other evidence used In any interlocutory
pmlzeedings, in order to determine whether the particulars are
rewsonable and propet.

Boalke, Roberts «& Co. v. Stevenson (d) is a case of a different
daracter. The plaintiff applied for leave to discontinue, and
the Court gave leave upon certain terms, one of which was the
myment of the costs of particulars of objections. This decision,
therefore, does not in any way aftect the rule to be derived from
e cases last quoted. Nor do the decisions 1n Germ Milling Co.
v, Robinson (¢) 3 Alho-Carbon Light Co. v. Kidd (1) ; Nuttall v.
Hargreaves (g). Dee also Newswm v. Mann (I) (no certificate) ; Lees
v, West London Cycele Stores (1) (cevtificate granted) ; illoughby
v, Taylor (k) (certificate granted in a threats action).

[fa certificate 1s not granted, the taxing master cannot look into
the particulars, but unless they are specially disallowed, the suec-
cessful party (1), though he cannot get the costs of the particulars,
cannot be made to pay the costs of them to his opponent ().

If the pauient is upheld, costs of particulars going to the
validity will usually Le disallowed, though they affect the con-
structions put on the claims by the Court (i).

() Apportionment of" Costs of Issues.
Where issues of fact and law are raised upon & claim or
counter claim, the costs of the several issues, both in law and

{? (1895)2 Ch. 716; 12 R. P. C. 390. (k) (1894) 11 R. P. C. 55.

) (1595) 12 R, P, €. 228, () R.S.C. Order LXYV., rule 27 (29).
() (1836) 3 R. P. C. 254, supra. (m) Garrard v. Edge (1890), 44 Ch.
/) (1587) 4 R. P. (. 535. Div, 224; 59 L. J. Cl. 879; 7 R. P. C.
{9 11891) S R, P. C. 273. Sec an  139.
'l"il;‘é{e“t“‘g article in the Law Journal (n) Shoe Muchinery Co. v. Cutlan
| ~Hj)fi1§9p- 0. (1895), 12 R. P. C. 343, But see Cassel
(1800) 7 R. D, C. 307. Gold Co.v. Cyanide Recovery Co. (1895),

i) (1892) 9 R. P, C. 301. 12 R. P. C. 303.
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fact, unless otherwise ordered, follow the event (o), Ty, e
principle on which the Cowrt acts in applying this Ful:rtal
the costs occasioned by issues raised in actions of infr'ingememﬂ
was thus stated by Bowen. L. J., in Badische Anilin, ;
Levinstein (p) : ““ It seems to me that, without laying dow ‘am.'
hard-and-fast line, or trying to fetter our discretion g q futm:e
period in any other case, we are acting on a sensible and sopy
principle, namely, the principle that parties ought not, evey |
richt in the action, to add to.the expenses of ap action by
fighting issues in which they are m the wrong. It may be very
reasonable as regards their own interest, and may help they ;,
the conduct of the action, that they should raise issues i which,
in the end, they will he defeated ; but the defendant who does
does i1t in his own interest, and 1 think he ought to do it his
own expense.’”’

The principle of apportionmnient, thus defined, has accordingly
been applied not only where a plaintiff had established
validity of his patent without proving infringement (g), but aly
where a defendant, while failing on the issue of miringemen
had succeeded on that of valicaty (»).

In Phillips v. Ivel Cycle Co. (s), a defendant succeeded on th:
issue of validity, but failed on the 1ssue of mfringement; he w
allowed no costs of the infringement issue, hut was not orderd
to pay any. In other cases(t), the costs of the infringemen
issue have been given to an unsuccessful plamtiff who provd
infringement. On the other hand, seeing there can really bezo
infringement of an ivalid patent, the Court has refused to
malke a successful defendant pay the costs of an infringemen

1ssue ().

(0} R.S.C.(1883),0rder LXV.,rule2,  747; 51 L. J. Ch. 705; Hochirg v.
() (1885) 29 Ch. D. at p. 419; 2  Fraser (1886),3 R, P.C.7; Edison,dt,
R.P.C.atp.418; 52L.J. Ch, 704. In  Co. v. Woodhouse (1856}, tbid. 16;
the same case the Court of Appeal  Young v. Rosenthal (1854, 1R.P.L
deeided that apporvtionment of costs 29, 41; Cp. LPooley V. Poinfon (I@u
will apply to the costs of an appeal: 2 R.P.C.167; Lawrie v. Baker (1.
1hid, 420. ibid. 213 ; Lawrence v. Perry (189, °
(q) Sinumonds v. Hitchoman (1881), R. P. C. 179; Lister v. Norion [l&jb,;
Lawson, 174: 29 Ch, D. 417, n. (4); 3 R. P. C. 199, 211; Badham v. Birs
Needham v, Jolmson (1884), 1 R. P. C.  (1888), 3 R. P. G. 238,
49, 59; Nordenfell v. Gardner (1584), (s) (1890) 7 R. P. C. 7. R
ibid. 01; Westinglhouse v. Lancashire (1) Binnington v, Hill {1831) SJ
and Yorkshire Railway Co. (1884, ibid.  P. C. 326 ; Blakey v. Latham {52,
229 Shoe Machinery Co. v. Cutlan 6 R.P.C. 29,184 e
{18905), 12 R. P. C. 343. (1) Guilbert-Martin V. flt'_f;r (E"T'
(1) Wegmann v. Corcoran (1878-79;, 4 R. P. C. 1§; Westley-Ricrar® *
27 W. R. 357, 862: United Telephone  Perkes (1893), 10 R. P, C. 14
Co. v. Harrisun (1882-83), 21 Ch. D.
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The Court has, ].1'o'wever, refused to a,llmxf the 'c?sts of an
e which were triling and were not materially different from
the costs of the cause (). . |

In Suyy v- Bray (y), where 1t appeared tlmt_ 1f the costs. were
ﬂpportioned the defendant would have to pay, in respect of 1s§ues
on which he had failed, at least as much as he would be entitled
o receive from the general co§t§ of the cause, the Court, to
woid a very froublesome and diffieult a,pport}onnlent of costs on
txation, cut the knot by giving no costs to either party.

In Moore v. Bennett (), the 001}1‘1; of Appeal had held the

plintiff’s patent had on account of IIIS}lﬂl(?lency in the specifica-
tion, and also that there had been no infringment. The House
of Lords adjudged the patent to be valid, but confirmed the
decision of the Court below on the question of infringement.
The wopeal was therefore dismissed, but, as it had resulted in a
material and important advantage to the plamtiff, without costs.

In Boyd v. Horraels (@), an aetion in the Palatine Cowrt for
the infringement of a patent, the defendants unsuceessfully raised
numerous issues, ncluding that of infringement. Judgment
was wiven for the plamtiff with ecosts, and a certificate was
aranted that his particulars of breaches had been proved, and
were reasonable.  The plaintift’s taxed costs were, by econsens,
pad into Court by the defendants, pending an appeal to the Court
of Appeal.  On the hearing of the appeal, the Court, without
coing mto any other question, decided the issue of infrimgement
in favour of the defendants, and dismissed the action with costs.
the defendants applied for repayment of the costs paid by them
into Court. It was held that the plaintiff was not entitled to an
apportioned part of these costs attributable to the points other
than infringement on which he had succeeded at the trial, and
that the costs must be paid out of Court without waiting for the
tesult of an appeal o the House of Lords. Though it is right
bor the Court, if, arter hearing the evidence, it comes to the con-
clusion that issues were unnecessarily raised, to apportion the
“0sts of those issues, nevertheless the Court will not apportion
t!le costs of issues which have never been heard owing to the
Court deciding that the patent 1s bad at the outset of the case (1).

&) Kaye v, Chubb (1887), 4+ R. P. C , o e :
: PO 1), SR O ¥} (1883) 2 R. P. C. at p. 248, per
fﬂ;ﬁoﬁ ,fﬂh. Edison, de,, Co. v. Hol- Nél'zllf J. ) 1 1
¢ 1 (”885), O R.P. C, 483; Blakey (2) (1884) 1 R. P. C. at p. 148.
156 100" 1889, 6 R P C.o3s, (@) (1889) G R. P. C. 528.

o (0) Cf. cases under the Designs sec-
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In Vorwerkv. lvans (¢), & hitigant was allowed the costgof
an assiecnment to himself which had been denied on the pl
for the purpose of causing a certain witness to be calleq.

Sometimes two or more patents are sued on, and jt may g
that one 1s upheld whilst another 1s declared nvalid, o the
infringement issue may result differently in each cgge The
costs will then be apportioned according to the results (). Thys
where the Court decided that there had been no Infringemen:
but that the attack on the patent failed, the costs of establishin:r
validity were given to the plaintiff nevertheless (d). ’

proving
eadings

() Costs on the Higher Scale.

It is provided by the Supreme Court Rules that costs op e
‘““ higher scale ” may be allowed either generally in ANy catise
or matter, or as to the costs of any particular applieation made
or business done, in any cause or matter, if, on special ground;
arising out of the nature and importance or the diffeylt
or urgency of the case, the Court or a Judge shall, at the tril
or hearing or further censideration of the cause or matter, or
al the hearing of any application theremn, whether the cqus
or matter shall or shall not be brought to trial, or hearing,
or to further consideration (as the case may be), so order, or
if the taxing oflicer, under directions given to him for that
purpose by the Court or a Judge, shall think that such allowane
onght to be so made upon such special grounds as aforesaid (e

Where the action was of a complicated nature, the Court,
considering that special industry and learning and much time
and expense had been employed in preparing it for trial, directed
the taxing master to allow all or any part of the plaintiff’s cost:
on the higher scale, if he thought fit, on the ground of the
“nature” or ‘‘ difficulty 7 of the case (/).

Costs of action for injunction not allowed on higher seale
on ground that defendant submitted to an injunction(g), nor
merely on the ground that important questions were raised ().

tions: Winfieldv. Snow (16841), 8 R. P. C, (¢) R.S. C. Order LXV,, rule?.
15; Blankv. Footman (1888),39 Ch. Div. (f) Fraser v. Drescia é’fam Tran-
G78; 57 L. J. Ch. 909; 5 R. . C. 653; ways Co. (1887), 56 L. T. 7il. -
Cooper v. Symington (1893), 10 R. P. (g) Hudson v. Osgerby (1684), W. &-
C. 204, 83; 32 W. R, 560. ;
(¢) (1800) 7 R. I’. C. 1G7. (I) Grafton v. Watson (1884), 51 L. &

() Shoe Machinery Co. v, Cutlun 141, Sec also pardiﬂ Steamship (v
(1805), 12 R. P. C. 343 Hegmann v, v, Barwick (1885), 83 L. T. 50.
Corcoran (1879), 27 W. R, 357, 3062.

[ ———
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(osts on the higher sgmle will sometimes Pe allowed. i patent
wpses Where seientific mtness-es are necessarily called (¢) ; but the
«le 18 1O invariable, fmd 1t must not be a,ss.umed that costs
o the higher scale will usually })e- 3110“'9(1_ in patent cases.
Egcepti(}llfll cireumstances are requisite to entitle the b‘:llccessf11l

party t0 costs on the hicher scale (k).

In considermg whethe}' the costs of a cause shall be on the
higher scale, the (?ourt will 'lm,ve regard to the 11111)01'banf:e of ?he
questions s issue in the action, and also to the manner in which
e ease has been prepared and conducted at the trial (J).

It scems that, althoungh a case, as presented to the Court, may
1ot be of o special ¢ difticulty ”* within the meaning of this rule,
leave may be given fo the taxing master to tax all or any part
of the costs on the higher scale, if 1t appears on such taxation
that the dificulty was removed by the expenditure of time,
money, and learned mdustry (m).

Where the action was one requiring special knowledge on the
nart of those concerned in it, costs on the higher seale were
allowed (1).

In Automatic Weighing Co. v. Combined Weighing Machine (o),
an appeal was dismmssed with costs, and the defendants sulse-
quently applied for costs on the higher scale. Held, that the
application should be granted, but without costs, as it should
have been made at the hearing of the appeal.

In cases involving long examinations, preparation of models,
and the ealling of expert evidence, costs on the higher scale
have been allowed agaimst unsuccessful litigants(p). The
fact, however, that a defendant submits to an injunction is
not a *“special ground” within the meaning of Order LXYV.,

rile 9 (7). The amount of money in question may have some

{3’) Ellington v, Clark (1889), 58 L. T. (1888), 5 R. P. C. 459; Blakey v.
§18, Latham (1889), 6 R. P.C. 29 Tuweedale
‘11-‘23'::'1'{1;&:(&'. Howard (1.:99(3),131{.1’. v. dAshworth (1890), 7 R. P. C. 4926 ;
h.‘g;{b (i:;rd;)l 1(: Jﬁ.'yu; qrbjlr;ngfu}ster Farbenfabriken Co. v, Bowker, supra.
sELWY R, PCLO016; Farbenfabriken, ) Davies v, Davies (1887 J.C
de., Co. v, Bowker (1891), 8 R. 1. C. 389. 48(1.) o {1557), 501 J. G

Losts on the higher seale were refused m) Fraser escia !

ihd _ - - raser v. Brescia Tramuw .

:JnR“ psﬂcg,:-lhckm-;?ﬁ v. Perkes (1892), (18(87)), 56 Li. T, 771. s Co
. PoCO181; Wenham Gas Co. v, (1) Moseley v. Victoria Rubber Co.,

Champion Gas Co (1801), S R. P. C, 4 R. P. C. 2
. ‘ ) & . 4 » a - 4 & ' L -
N3 Amervican Braided” Wire Co. . Farrar, 59 L. '11’ Glsffc oo Farrar .

Thomson (1890) T R. P. C. 152 U
. , ) ] & "'"’l‘ 1889) 6 RI Pl Gi- 3‘21
and granted in ;le{HHﬂHU Weighi ) ("
Machine 0. v, megc | L(l](.} ZHI){{ . p) Wenham v, .May (1888), o R. P.C.

R P.Co4T5; Otto v, Steel (1 -
. ' « IO 886 . I]' - ’ *
1R P.C. 1205 Edison v. H(ullmz)d 26(1?) eroney. Hudson (1884), 1R. P. C.
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effect in determining whether costs on the higher Scale gl
be allowed (7). | il
In Peroni v. Hudson (s), where the defendant did pot appenr
the trinl, costs on the higher scale were refused to the Plaintif )
In Grafton v. TWatson (t) costs on appeal against an interlocuto.n
injunction were allowed only on the lower scale, although 4,
important question was raised. o
In Ellington v. Clark (v). Here costs on the higher seqle Were
allowed by the Court of Appeal, although refused by the Judee iy
the Court below. In Crampton v. The Patents T nrestment C’:, (r)
the Judge at the trial refused to allow the costs on e higher
scale at that stage, but reserved the question until after taxation
and gave liberty to apply thereafter if the defendants eoulg shm;
that they had suffered any injustice by the costs heing taxed o

the lower scale.

(¢) Costs when Detendant offers to subnit.

If the defendant offers to submit to an injunction or promis;
no longer to infringe, it will depend upon circumstances whethe
he will be ordered to pay the costs mecurred subsequently to bis
submission. The real point for determination is whether th
plaintiff must go on with bis proceedings or whether he i
already sufticiently protected by the surrender of his Opponent,
This 1s practically the same as whether the acts of the defen-
dant have disentitled him to an injunction (v). The plaintiff i
cenerally entitled to go on if there be any doubt, at any rie
unfil he has obtained his injunection (y), but the Court will s
its discretion on the facts of each case.

The following cases are illustrative :—

Cooper v. Whittingham ().  Here defendants were sued for
infringement under the Copyright Aect, 1842, and an injunction
was asked for to restrain a sale; defendants pleaded that when
they received the copies they at once recognised the piracy, and
determined not to sell. Jessel, M. R., made them pay the costs

(r) Muirltead v. Commercial Cable Co.  180; 41 L. J. Ch. 246; Millmglon,

(1895), 12 R. P. C. 39, 64. Fox (1838), 3 My. & Cr. 333,
(s) Deroniv. Hudson (1884), 1 R.D. C. () Colbonrne v. Stms (1843), .?L I
261. Ch. 333: ¢ Hu. 513; Nunn v, D'dibs
(f) (1864) 51 L. T. N, &. 141. querque (1865), 34 Beav, 5993 Gmry'::l-
(1) (1888) 5 R, P. C. 319. Norfon (1846), 1 De G. & Sm.r?: li
(r) (1888) 5 RR. 1. C. 404, see Fradella v. Weller (1831), 2 he
(¥) DProctor v. DBailey (1889), 42 Ch. & My, 247, _ L7
Div. 390; 59 L. J. Ch. 12; 6 R. P. C. (z) (1880) 15 Ch. Div. 503 9L+

53S; Upmann v. Elkan {(1871), 7 Ch.  Ch. 752.

!
|




COSTS.

' notion.  Ile said: *“ As I understand the law as to costs

?f.t]m- that where the plaintiff comes to enforco a lemal right,
o :}:;Sl.’e has heen no miseonduct on his part—no omission or
ﬂnf] ot which would induce the Court to deprive him of costs—
?;:gourb has no discretion, and cannot take away the plaintifi's
rght to costs.” | r |

Cpmann v. Forester (). T'he fliefendant (a chmz!, mercha31t)
nurchased abroad, for his own p_uvate use, some cigars, which
—ore consigned to him at the doc:lts 3 t‘he}_r bore a spurious brand,
 urporting to e that of th‘e plmnnﬁ%. When p}&mtlfi% 1ssued
: deir wiit and served a notice of motion for an injunetion, the
- Jefendant stated to them that he had no intention of selling
.h the cigars, offered all relief asked for by the writ, and, when the
motion came on, agreed to an undertaking in the terms of the
arit.  Chitty, J., decidea that the defendant must pay the costs,
but added : ““The result of my decision, however, will not be, as
the defendant has suggested, that every purchaser of a small
rarcel of spurious goods meurs a liability to pay the costs of an
action in the Chancery Division for infringing a patent or trade-
mark, I cannot pass over the fact that there is in the present
ase s large consignment of goods—5,000 cigars is rather o large
rder for personal consumption—and the plaintiffs were justitied
n suspecting that so large a consignment was intended for
distribution.”

Nittmann v, Oppenhetm (I).  This was an action to restrain
niringement of copyright in a registered design, and plaintiffs
moved for an injunction.  Defendant stated that he sold the
unps innocently, and that he received no notice that he was
nfringing until issue of the writ. Pearson, J., ordered the
defendant to pay the costs. He said : ‘I should be very willing
o make an order as to costs, but, looking at the decision in
Upmann v, Forester (¢), and to the rule there stated by Chitty, J.,
mth which I entirely agree, I am afraid I have no choice. It is
Ald that the plaintiffs issued their writ without notice to the
defendant, and that the defendant, as soon as he had notice of
the plaintifi’s title, did his best to undo what he had done. But,
at the same time, I cannot say that the plaintiffs were wrong in

Ch(”bim:&a) 21 Ch. Div. 231; 52 L. J. (0) (1884) 27 Ch. Div. 260; 54 L. J.
Ey G’*g: and see Grace v, Newman, 19 Ch. 56.

6233 4 L. J, Ch, 998 €] (1883) 21 Ch. Div. 231; 49 L. J,
'h. 752,
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issuing their writ without notice, and after that the only of
which the defendant could properly make was to submit {, !
injunction and to pay the costs.” .

American. Tobacco Co. v. Guest (d).  In this egge the O
of o registered trade-mark moved for an injunction tq restrah:
infringement. The defendant, who had at one time mgg, it
chases from the plaintift, bought a few articles frop mlﬂlhe,;
firm, believing them to be the plaintift’s, and they offered "
abide by any order made by the Court. Stirling, J, A
the injunction, but refused the plaintiff his costs, Ha o
(referring to Upmann v. Forester (¢): ““ In that case, thee beins
that large amount of goods, Mr. Justice Chitty made ap orle;
for payment of the costs. Here there are only 500 cimarettes
valued at 17s. 6., and 1 think that under those clreumstangs
[ am justified in excepting, as-1 think Mr. Justice Chitty woy
have excepted, this case from the operation of the rule whig
he laid down in Upmann v. Forester, by saying that there opel
to he no costs.” “

In Lyon v. Mayor, {&c., of Neweastie-upon-Tyne (f), plaints
discovered that the Corporation of Neweastle were in possessim
of a» machine made n infringement of his patent ; the town e}
stated to the plaintifl that the Corporation did not dispute th
patent, had never used the machine, and did not intend to v |
it, and undertook not to use it. The plamtiff's solicitors woul
not accept this nor any other undertaking, and moved for o
injunction. On the undertaking being given to the Court, th
motion was dismissed with costs (y).

(1) Miscellancous,

Shorthand Notes.—The costs of the notes of the judgment ar
frequently allowed, but it is not the practice to allow notes d
the evidence unless in unusual cirenmstances (h). The parte

() (1892) L. R.1Ch. 630; 61 L.J. plaintiff obtained his costs; also Yim

Ch. 242; 9 R. P, C. 218, v. D'Albuguerque (1865), 3 Ba.
(r) Supra. 5951 Fletcher v. Glasgow Gas (e
(r) (1894) 11 R. P, C. 218, missioners (1887), 4 R. P. G %1

(¢} A late case, much to the same  which the plaintiffs did nob get bt
effect, is Jenkins v. Hope and others  costs, ] sl 137 P.C
(18965), 18 R. . C. 57. Scee Losie v, (It Jlurrfsv..lﬂung(lb_flq).l'-nim';
Hayne, LW. P.C.200; Geary~. Norten 455 Adutomatic Co. Y. hmghfl:é-sﬁ%-:
(1846), 1 De G. & Sm. 9 United Tele- R, P.C. 297; dmerican Bm}:’dc e
phone Co. v, London and Globe Telephone  Co. v, Thomson ({890). i Ri? C il3 '
Co. (1884), 1 R. P. C. 117; 26 Ch. Div.  Ungar v. Suyyg (1892), 9 R. k. L. 20
766+ 53 L. J. Ch.1158; in all of which
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yosever, WAy make what arrangement they think fit, and this
, .

course 18 frequently pursued (7).

c Costs of Inquiry as to Damages.—Chitty, J., refuses to make
order as to these at the trial, but leaves the matter for

any ¢ consideration (). This seems to be the usual

sphsequen

pmctice.
Costs of three counsel are not usually allowed; see, e.q.,

oith v. Buller (), Leoihardt v. Kallé (m). In 1fhe same case
+ was stated that ten guineas% a,‘day was a fee ordinarily allowed
0 an eminent expert for qualifying and giving evidence, but that
each case must be determined by its own circumstances.

The costs of drawings of exhibits put in the margin of counsel’s
Lrief were disallowed in Swmith v. Buller ({).

Costs as against Third Parties.—See Isdison v. Holland (n).

Costs in the Court of Appeal.—See R. 5. C. Order 58.

Seer. 12.—Sray oF KExEcuTION.

Under the Rules of the Supreme Court, 1883, Order LVIIL., rule
16.proceedings will not be stayed pending an appeal, except in so far
a5 the Court appealed from, or any Judge thereof, or the Court of
Appeal, may order. No oeneral rules ean be laid down as to the
crcumstances under which the Court will exercise its diseretion,
and each case will be judged on 1ts own merits. The following
points have, however, been decided, and 1t may be useful to note
them. |

As a general rule, an appeal is 1o reason to stay proceedings (v).

Where judgment is given for a defendant with costs, execution
will generally not be stayed, if the defendant’s solicitors give
thelr personal undertaking to repay any costs received by them,
if the judgment should ultimately be reversed (p).

An order for the delivery up of infringing machines has been
suspended on the defendants undertaking that neither they nor
any artieles made by them should be removed out of or used in

() Tortwerkv. Evans (1890), 7R. P. C. (1) (1889) 41 Ch. Div. 28; 58 L. J. Ch,

1693 Bown . Centanr Cycele Co. (1801), 524; 6 R. I’. C. 243,

§R. P. C. 100. (0) Iidge v. Johmson (1892),9 R. P. C.
(k) United Telephone Co. v. Fleming  at p. 142,

%SSG.),%R. P.C.282: United Telephone (p) Easterbrook v. G. W, Ruiliway Co.
U.I\. I fi!h*rsmi (1889), 6 R. P. C. 140. (1885),2 R. P. C. 212; Merryv. Nickalls
(1) (13:;1)_19 Eq.473; 45 L. J.Ch.880.  (1873), 8 Ch. 205; Morgan v. Elford

&_(::’2 (1'3-)0] 12 R, . C._:SOG; and sce (1876),4 Ch. D. 287: Ticket Punch Co.

i)Eq%ﬁfrﬁ ga':rrhggl v._éx_ynach (1?75), v. Colley's Patents (1895),12 R. P.C.10;

. A Lo, 1. D - YO .. 1 ) ¢ 1 ry

counsel, St s Bttlh:r,:.; ;[;_sai.:o three  Deeley's Patent (1895), ibid. 75.
Es H H
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this country pending axm appeal (g). The order for destruetig [
infringing articies has heen suspended pending an appeal (r) n

“Where a defendant moved for a stay of proceedings pendiu'na
appeal to the House of Lords, and 1t appeared that, as the de?enn
dant was no longer making the miringing machines, tha se!e-
object was to prevent persons from being deterred by the jude.
ment. from buying them, the motion was refused (s). n

The operation of an injunction (¢) and for ()] of an opde for
an account () has been suspended on the defendant undeptyy,
to keep an account, and to appeal promptly, the plaintify haviui
liberty to apply if the appeal was not promptly prosecuteq (1). b

But it is unusual to stay either an injunction or an accoyy (2,
Sometimes injunctions have been suspended in regard to grlen

already taken in hand by the defendant («).

Secr. 15.—APPEALS.

The Court of Appeal may hear appeals from judgments, Orders,
deerees, or rules (), but not from the grant:ng or refusal of e
tificates (¢) nor from any order simply as to costs (d).  An appel
from any interlocutory judgment or order can he hrought only i
the Judge or the Court of Appeal gives leave (v). But where ar
application has been made to appoint a receiver or to g
an injunection, there is an appeal from the decision to the Cou
of Appeal without leave (/). If leave 1s required 1t must be made
in the first instance to the Judge below (y).

The procedure relating to appeals 1s governed by R. §. C

() Washburn and Moen Manufac- (z) Otlov. Steel (1856), 3R.P.C. 121

turing Co, v. Patterson (1884),1 R. P. C. Chadburn v. Mechan (1895}, 12 R.P.L

191.

(r) Towes v. Webber (18903), 12 R. P. C.
170.

(s) Proctor v. Bennis (1887),4 R. P. G,
363 1 ep. Adair v. Youny (1879}, 11 Ch.
D). 136 ; Nordenfelt v. Gardner (1884},
1 R. . C. 635 Otlo v, Steel (1886), 3
R. . C. 109, 121.

(ty Iocking v. Fraser (1886), tbid. 7.

(1) Woodward ~. Sansum (1880),
ibid. 866, But in Hwmpherson v.
Syer (1887), 4 R. P, G, 184, Kekewich,
J.. refused to suspend the injunction,
pointing out that the orders in the
previous cases might have been made

without opposition.
(v) Kaye v. Chubb (1867), 4 R. P. C.
23,

() S. C.

at p. 135; Fdison v. Woodhouse (18%)
3 R. . C. 178; Saxby v. Easterhrk
(1872), L. R. 7 Ex. 207; 41 L. J. ko
113.

(@) Lyon v, Goddard (1893), 102 P.(.
135 ; Duckett v. Whilchead (159), 1
R. P, C. 191. Butsee Lyonv, Goddars
(1893), 10 R. P. C. 348.

(0) Judicature Act, 1873, sets 1
and 100,

(c) Haslamv. Hall (1888), 2. B.D
491 57 L. J. Ch. 852; 5R. P.C.1#

(d) Judicature Act, 1873, sect 1),

(¢) Judicature Act, 184, seet. 1.
Boake v. Stevenson (1895), 12 R.E.C
at p. 231.

(f) Ibid. ‘

(7) R. S. C. 1883, Order LVIIL, rus
17. .
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1888, Order LVIIL.  See particularly Order LVIIIL., rule 4, and

o remarks of Smith, L. J., on 1t m Shoe Machinery Co. v,
e r |

! h ' .
(.,u‘:’]f:l’:li(c : tons for now (rials must he made direet o the Court

of Appenl (1), and the procedure ifa preseribed by ]?. 5. C. 1{383,
order NXNIX.  Where n case tried hy n Judge without n jury
omes hefore the Court of Appeal, 1ihe '(40111'1, presumes thr}t the
focision of the Judge on %]m fu.c{';s 18 right, and wxll_ 11th disturh
+ unless (he appellant satisfactortly 111:1.]{0:9 out that it is wrong ;
Kav, L. 1.'s view, does not go so {ar as this (b).

There is an appeal from the Court of Appeal to the House
of Lords. See Appellate Jurisdietion Act, 1876.

Al appeals to the Court of Appeal are to be by way of
rehearing.- and are to be brought by notice of motion in a
suImAry way.

It is not, under any circumstances, neeessary for o respondent
to ive notice of motion for a cross appeal unless he proposes to
contend, on the hearing of the appeal that the decision of the
Court below should be varied, in whieh case he should give notice
w any parties affected by such contention (1),

A novel point ag to the position of bankrupt appellantis was
mised and decided in United Telephone Co. v, Bassano (m).
Judement had heen given restraining the defendants from the
manafacture or sale of articles of a certain construction as heing
an infringement of the plamtift’s patent, and ordering delivery
wp of all mstruments so constructed.  The defendants appealed,
hut before the appeal was ready for hearing hecame bankrupt.
It was held that the defendants, though bankrupt, had still sueh
an interest in being relieved from the injunction as entitled them
to proceed with the appeal on giving security for costs.  An order
was accordingly made dismissing the appeal, unless within a
certain time the hankrupts gave security for costs, or the trustee
m hankraptey made himself a party to the proceedings.

The Cowrt is invested with the widest powers of varying,
m whole or in part, any judgment appealed against, and of
making any order that the case may require (n).

(f'):}ISQB)th.l(]S; 63 L.J. Ch. 814, 100: Savage v. Adane (1893), W. N,
1) lftlwuturu Act, 1890, For some  109: Penn v. Bibby (18G6), 2 Ch. 127;
frounds for & new trin] see King v, 36 L. J. Ch. 455.

()J;';.:u):'r é_l;‘;xSJ)‘, ll }5{. P. C. 39, 44. ; () 1bid., rule O,
CtomaL Securities Trust Co. . m) (1886) 31 Ch. D. 630.
Massey (1896), 1Q. 3. 38 : 6 L.J. Q. B. fn)) f(ﬁid-:)mle 4. |

1132
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The Court of Appeal has full diseretionary Power to gj;
amendments and to receive further evidence upon questiox;~
of fact(v); but upon appeals from a judgment aftey trial 0:
hearing of any cause or matter upon the merits gyeh furthe
evidence, save as to matters subsequent as aforesaid, ghyy l
admitted on special grounds only, and not without speciy] leare
of the Court(p). The term * special grounds”™ wgg Judiciall;
considered in Hinde v. Oshorne (q). “1 cannot,” said Linl
L. J., in that case, ¢ understand that as meaning that the Cgu};
of Appeal ought to grant leave to adduce fresh evidence simply
hecause & man has failed at the trial, and he thinks he egy g»::t
more evidence which, if he had got 1t before, would have enabled
him to succeed on the trial. . . . There must be some fround
shown to satisfy the Court that there 1s some evidence gy
forthcoming which with due diligence he could not have g,
and it must, moreover, in accordance with the usual Practice,
he evidence—not merely swearing by aflidavits, or anythiny
of that kind, but something in the nature of the produetiy
of & lost doecument or something of that sort-—which will pot
expose the parties to a mere fiood of affidavits made up to e
the Llots and the defects which have been disclosed upon the
first trial.”

Illustrations~—(1) The defendant m an action for infringement
went Lo trial on a defence of non-mfringement simply; he ha
previously pleaded want of novelty m the patent, bub withdres
the plea. The plaintift obtained an injunction, and the defendint
appealed. The defendant subsequently moved for leave to addu
fresh evidenee on the hearing of the appeal as to some antieips
tion of the plaintifi’s patent, which he alleged that he hd
discovered since the trial. The motion was refused on th

around that it did not appear that the defendaut was unsble -

to cet sufficient information to support the plea of want d
novelty which he had abandoned at the trial (7).
(Z) W., a petitionec for revocation of letters patent, applid

for leave to adduce iurther evidence of anticipation on thé -

hearing of an appeal. It appeared that the plaintiff had beer

(0) R. 8. C. Order LVIIL, rule 4;  carbon Syndicate, Ltd. (1856), 3 R. b
and sce Shoe Machinery Co. v. Cutlan €. 253,

(1896), 1 Ch. 108; 65 L. J. Ch. 314; 18 (qg) (1885) 2 R. P. C.41. G anh

R. P. C. 141, 345. () Hinde v. Osborne (153

(») Ibid. Cp. Edison Co. v. Shippey  C. 47.
(1887), 4 R. P. C. 471 Walker v. Hydro-

J
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med de bene esse before t!le 131*ia1, and tha:t the alleged
anticipation had been put to him in ecross-examination. The
motion Was therefore refused (s). | o

In Nordenfelt V. Gardner (t), Lindley, L. J., intimated that
he Court of Appeal “’01}1(1 allow o merely forfxml defect of title,
such as the non-production of a link in a chain of assignments,
o be cured under the general powers to amend and admit

extil

rurther evidence (i)
Iy Blakey v. Latham (¥), an appellant moved for leave to

dduce further evidence on the appeal, on the ground that two
of the witnesses who had given evidence at the trial as to an
alleged anticipation had subsequently made statements, some
o oath and others not, which tended to show that their evidence
i the Court below was untrue in material respects, and on the
further ground that the plaintiff had sinee the trial discovered
arther evidence with regard to such alleged anticipation which
he could not with due diligence have discovered before. The
Court of Appeal gave liberty (y) to the plamtift to subpena such
witnesses with reference to the alleged anficipation, as he should
name to the respondent ten days before the appeal was first
in the paper for hearing, with liberty to the respondent to
subpeena such witnesses as he might desire, and give the names
to the plaintiff within five days before the appeal, and the Court
ordered the rest of the motion to stand over until the hearing
of the appeal.

If the Court of Appeal 1s able to determine the matter on one
pont, it will not consider others for the purpose of certifying
for costs (2).

(5} Walker v, Hydro-carbon Syndi- R. S. C. 1883, Orvder LVIIL., and
cate (1886), 3 R. P. C. 253. further evidence can be admitted on
1) (188¢) 1 R. P. C. at p. 73. | appeal : Spencerv. Ancoats Vale Rubber
v) o5, C. 1883, Order LVIIL., Co. (1889}, 6 R. P. C. 46.

"L (y) Dritainv. Iirscl (1888), 5R. P. C.

() (1589 6;[1. P, C.186. A mwotion 2206, See also Deutsche Néituraschinen
for sequestration and attachment for Fabrik, &e. v. Pfaff (1889), 6 R. P. C.
breach of an injunction contained in 251,

a consent judgment in an action for (z) <Ante, p. 456; Longbotions v. Shaw
nfringement of a patent is an inter- (1889), 6 R. P. C. 143,
locutory application within rule ¢ ol

ri

469



0

CHAPTER XIV.

ACTION TO RESTRAIN THREATS.

e ———

’niorn 1o THHE AcT oF 1883.

Origin of At least as early as the year 1869 (a) it had been recognised fy

action to ‘ . el ' ' 1111 o 1 )

rostrain damages llllgllif be recovered ﬂ:lld an in unction granted aming

threats. a person who issued threatening notices of legal proceeding; iy
'y

order to deter others from purchasing alleged infringements ¢
his patent, and the existence of thig remedy had never suhg.
quently been questioned.
Judicial opinion, however, had heen divided as to one of th
fucta probanda in sueh proceedings.
Want of bond I 1ren v IT7eild (a) 1t was held by the Court of Quee:
fidesmaterial. 13600} that an action would not lie unless the plamtiff affirm.
tively proved that the defendant’s claim was not a bond jile
claim in support of a right which, with or without cause, b
fancied he had, but a mela fide and malicious attempt to ijur
the plaintiff by asserting a claim of right aganst his own knor.
ledwe that it was without any foundation. Want of bond fides orthe
presence of mala fides was therefore a material fact to be alleged
and proved. This view of the law had the subsequent assay
first of Jessel, M. ., and then of the Court of Appeal, m the case
of IHualsey v. Brotherhood (). So far the Courts were UIANILOL.

Patentec, In the cases of Iollins v. IHinks (¢©) and dwmann v, Lund{d,
E;i:;ﬁc;o however, Malins, V.-C., held that a patentee 1s not entitled o
follow up publish statements of his intention to institute legal proceedns
Hireats, it he has no hond fide intention io follow up his threats by taing

(@) Wren v, Weild, T R 4 Q.B.730,  J.Ch. 233 Cp. Sugyv. Bray, an aeis
737 38 L. J. Q. B. 827. The burden  brought before but tried under e
of proving falsity of the threats s on  Patents Acts, 1883-1883,1 R. P. L. 4.
the plaintift: Burnett v. Talk (1882), 2R, P.C. 224, L
45 L. T. N, 8. 7435 sAnderson v, Licbig's (¢) (1872) L. R. 13 kq. 335: 4l
Meat Co. (1881), 45 L. T N, 8, 757, 759, J. Ch. 355. 1 L

(b) (1880-81) L. R. 15 Ch. D. 514;  (d) (1874) L. R. 1S Ea: 330; 81 L4
19 Ch. D. 386: 49 L. J, Ch, 786; 51 L.  Ch. 170.



UNDER ACT ofF 1883.

quch proceedings, and that _the_Court will m such ease restrain
yim from making such publication. | |

In Halsey V- Brotherhood (e), J esse.l, M. R., }'eJected this s.ta:te-
qent of the law. © A mml,j’ Sﬂild 1}13 Lordsl}q),. ‘“ merely giving
notice that his rights are beling infringed, bel_levmg thz}t 'they are
nfrinced, is not t0 be subjected to an action for giving that
qotice . + « €VelN although he (lo?s not follow up that notice by
bringing an action at law for the mfrm.gement. o

In the sume case it was held that 1f the 1)13,1111311’1‘_ wanted an
injunction he must make out tlmt‘ the defenc!{mt mtended to
persevere In making the representations ‘001?11‘)lmned of, although
his allecation of infringement by the plaintiff was untrue.

Prior to the Act of 1883, 1t appears, therefore, that the law as to
threatening notices may be stated thus. Two remedies—damages
and an injunction—were available to any person injuriously
fiected by the threat of legal proceedings. To secuve the former
the plaintiff was required to prove that the statements complained
of were injurious to him, untrue, and made mala fide. Failure on
the part of 2 defendant to follow up his threatls by raising an action
for infringement did not per se make him hable to an action for
damages. To entitle him to an injunction the plaintiff was required
to prove not ouly that the representations complained of were
untrue, but that the defendant intended continuing to make them.

UxpeEnr AcTr oF 1883.

Sect. 32 of the Act of 1883 provides that “ where any person
caming to be the patentee of an invention by circulars,
advertisements, or otherwise threatens any other person with
any legal proceedmmgs or liability In respect of any alleged
manufacture, use, sale or purchase of the invention, any person
or persons agarieved thereby may bring an aetion against him,
ad may obtain an injunction against the continuance of such
threats, and may recover such damage, if any, as may have been
sustained thereby, if the alleged manufacture, use, sale or
purchase to which the threats related was not in fact an infringe-
ment of any legal rights of the person making such threats :
rrovided that this section shall not apply 1if the person making
EIIL‘}I threats with due diligence commences and prosecutes an
Action for Infringement of his patent.”

19(?'1: l}:ﬂ'\‘ill:’ ("li"“i"-fﬂ:l; aftirmed  facts mavmake the issuer liable : Dicks
L.J. Ch -:;3'3"““‘ W L. JCh. 7861 51 v. Brooks (1880), 15 Ch. Div. at p. 40;

But fals¢ statements of 49 1., J. Ch. 812,
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This section has altered the earlier law in several respects, of
which the chief are these: (a) The bond fides of the patelit:e
threatening legal proceedings or liability is immater'a] i (1) the
acts of the plaintiff are not in fact an mfringement of Patent
right; and (2) he fails with due diligence to commencg gp;
prosecute an action for infringement (f). (b) The doetrjpe laid
down in Rollins v. Hinks (y) and Adxmann v. Luni (1), Lot
dissented from in Halsey v. Brotherhood (i), that a person giving
notice that his rights are being infringed, and threatening with
legal proceedings, is liable to an action for damages if he gy
not follow up that notice by bringing an action for Infringement
has now received legislative sanction.

1. The Threat.

(1) The threat of legal proceedings, which is the subject-matty
of the action, must not be merely a warning about somethine
which is going to be done, but must be a threat about ap aci
done. It must be o threat of legal proceedings or lability iy
respect of an alleged manufacture, use, sale or purchase of th
invention (). Threats do not fall within this definition if thes
are mere general threats or warnings as to something which 1047
be done in the future. ¢ Iverybody has still a right to issue s
general warning to pirates not to pirate, and to infringers not t
infringe, and to warn the public that the patent to which the
patentee is entitled and under which he claims is one that b
intends to enforce. . . . It does not follow that because a threat
is so worded as in mere languaze apparently and grammatically
to apply only to the future that therefore it may not be in an
particular case in substance and in fact applicable to what by
heen done. Supposing for a moment that a manufacturer s
making and issuing machines which the patentee considers to
an infringement of his patent ; if with reference to that act don
or to those machines made, the patentee endeavours to guar
himself against this seetion by merely issuing a threat i the
air . . . he would not escape if the true gist of what he by

(f) Skinnerv.Shew (or Perry) (1893),  dJ. Ch. 170,

' ~ N (187 1
1 Clh, 418; 621..J.Ch.196; 10R. P.C. (i) (1879) L. R. 15 Ch. D.3H;
1: Herrburger v. Squire (1888), 5 R.  Ch. D. 386; 49 L. J. Ch. 7863 91 L.,
P. C. 581 6 R, P. C. 194, Ch. 233. o

(¢) (1872) L. R. 13 Xq. 355; 41 L. J. (k) Challender v. Royle (1 q:}]:_;
Ch. 358. Ch. Div. at p. 441; 56 L. J. Ch.%;

(k) (1874) L. R. 18 Eq. 330; 51 L. R. P. C. 363.
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done 18 tO apply that threat to a particular person and to g

icular act”’ (D). | |
These remarks must, however, be read in the light of

sabsequent cases. In I{'m*ts.v. Spence (m) Kekewich, J., sa,id':
«T understand the Lord J ustl-ce to mean that when a tl-n‘eat 1S
iven there must be som-ethmg.then in respect c_)f which the
threatened party could claim & 1'1ght_ of action, which 1:_uust not
he wholly with reference to something future or conhngenﬁ——-
omething proposed to be done. I do not understand the Lord
Justice to say that if a patentee says, ¢ You have sold so many
nundredweights or tons of the patented article, and I tell you I
shall proceed against you 1f you sell any more,’ that that is not
2 threat within the meaning of the section. I hardly know what
would be the use of a threat if 1t were stmply with reference to
something which is past. Lord Justice Bowen does not seem to
me to mean that it ust refer only to something which is past.
15 I understand his language, 1t must not be only with reference
to something in the future, but a threat expressed only in the
wav I have suggested would be held to be a threat within the
me:ming of the section as mterpreted by the Lord Justice.”

The point was considered by the Court of Appeal in Jolinson v.
Edye (). Lindley, L. J., then said (») that this section might
apply to an intended infringement provided that it could be
shown that the intended infringement, if carried out, would be
in fact an mfringement—e.y., 1f & person issues notices of inten-
tion to make a thing which would be made in infringement of
another’s allezed patent, and if that latter threatens, he would
bring himself within this section. Kay, L. J.(p), after stating
that 2 general warning, not pointed against any particular
person, would not be within the section, goes on to say: I can
conceive one case of future infringement which would come
entirely within the mischief which this section was intended to
[rovide against,  Suppose a man issued a eircular saying, ‘1
have a patent for such and such an article. I understand that
Messrs, A. & Co. have recently erected a large manufactory for
fhe purpose of manufacturing articles which, if made, will be an
nfringement of my patent.” Can it be said that a case like that

pa

i) Challenderv, Royle (1887),4 R. P.C (1) (18 ) 1

: -~ - ) . b o . * 92) 2 (Jlll 1 . 9 1{1\ I)- (J- 142 . Gl
al pp. 374, 3 2: 36 Ch. Div . )(t o ’ ’
BLJ. gpg, 0 M Div-nbp- 4415 L. J. Ch. 262

M (18x¢ v Y. e .
L J.j(.'[h. 2':{’.)8.5 R.DP.Coat p. 171 5% () At p. 12,

4'73

A threat
regarding the
future is
within the
section.

(reneral
warning not
necessarily g
threat.



474,

[ifficulties
when the
threat 1s
aimed at an
intended
infringement.

Ejusdem
GONCris CON-
struction does
ot apply.

ACTION TO RESTRAIN THREATS.

would not come within the mischief intended {o }g Provid
against by this section (g) ? Could not Messrs. A, & Co. br'&l
an action against the person who issued that cireyly, forualg
injunction? I should wish at least to suspend my opinion On
that subject until that point comes before the Court of Appeal tl.;
be tried.”

- The Lord Justice would probably have to hold t, the
“ manufacture, use, sale, or purchase” spoken of in the gef,
includes ‘¢ intended manufacture, use, sale, or purchase” Ty
is of itself an objection to his view. But there is g fyipy
diftieulty. The section clearly shows that the threat mygt e
to something complained of which entitles the threatener tg jsg,
his writ for infringement. But, taking the above example i
A. & Co. bring their threats action, the threatener could hary
bring an action for infringement, and could therefore not ge.t
within the proviso. Neither could they justify their threats g
the ground that A. & Co. had actually miringed. It would seen,
therefore, hond fide being no defence (1), that the mere issye o
the threat would entitle A. & Co. to succeed, even thoug
A. & Co. did actually intend to infringe ; and though they would
obtain no damages, they mighi get an mjunction. Could thi
be the intention of the section? To support the view i
which Kay, L. J., inclines, not only would the words “o
intended ”” have to be read info the section before the word:
“ manufacture, use,” &e., but the words * or intended infring-
ment”’ would have to be added to the word ‘ mfringement,
and the proviso would need to have read into it at the en
the words “or an action to restrain intended infringement’
These difliculties are serious, and any decision will be recerve
with interest ().

The section refers to threats made by cireular, advertisement
or “otherwise.” It is now absolutely settled that the cusic
generis construetion does not apply to the word “ otherwise " (0.
Threats are within this section, whether made at interviews(s
by private letter (), by a solicitor's letter (y), and whetler or oot

(4) Tt might, aud yet not come within 45, throws little light on the poiat &

the words of the section. Theintention  question here. \
of the Legislature is not very clearly (1 Skinner v. Sheu'(1593).1fhl-i_jll-*

brought out. 4257 10 R. P. €. 15 62 L. J.Ch I
(J')'.S'l.'fnm'r v, Shew (1883), 1 Ch. 413; (1) Kurlz v. Spence (1838)'5]{ P. L.

10 R. P, C. 13 62 L. J. Ch. 196. at p. 172: 57 L; J. Ch. 2331;.&
Vv The udeme - J., i ) Kurtz v. Spence, Supra.
(s) The judgment of Day, J., in () M I Hoaterloo & G

Willoughby v. Taylor (1894), 11 R.P. C. () Dorifiicld & Co. V.
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laintiff in the threats action or to another person ()
always that the plaintiff is a party aggrieved—see
below), or by advertisemgﬁ or cn'cular.(a). Though the threats
are in answer to an inquiry, the result is the same (3).

In Kurtz v. Spencee (¢}, where (a) the threats were con.veyed
i the comse Of & correspondence conducted mainly ‘“without
o and with a view to the mnicable‘nd'jttstment of the
legal rights of the partl_es; and (b) the plamtiffs had not- yét
erected plant and machinery for the nnmufuctur-e of the articles
alleced to infringe the defendants’ patent, Kekewich, J., held the
plni;'.tiﬂ' entitled to an injunction with costs.

Where a defendant complains not of the plaintift’s invention
simpliciter, bub that the plain;tiff 's inventi-on‘ is being so use.d by
third parties as o infringe his patent, this is not a threat within
the meaning of sect. 32 if the notice be so framed as to malke
4 olear that the use by the third parties and not the invention
itself is complained of (d).

A threat of legal proceedings contained in a letter which has
never heen qualified or withdrawn, 1s held to be continued (¢).

A few examples of the threats on which decisions have been

aiven may elucidate the matter.

made t0 P
provided

nrej udic
£

(1) « It having come to our knowledge that certain of our patents
are heing infringed, notably . . . we hereby caution our
numerous friends against purchasing these imitation goods.
It cannot he too generally known that all parties who handle
a patent article, from the maker to the user . . . are hable
to the patentee. Our patent solicitor has mstructions to take
proceedings against all infringers.” Bowen, L. J., doubted
whether there was a threat upon which action could he
founded (Challender v. Royle) (f).

(2} * Notice to grocers and others. Information of extensive
violation of Mr. Edge’s patent rights has been received.  All

{1"““) 31 ‘Ch. Div. 638: 55 L. J. P.C.142; 61 L. J. Ch. 262,
%il-lj. ?J.l‘ ¢ R.P.Coia6; Combined (I) Skinner v. Shew (1893), 1 Ch, 414;
g de,  Co. v.  Awutomatic 10 R, P. C.1: 62 L. J. Ch. 196.
ll_t'ffﬂili_lf{, _L['c.. Cu: (LS:SU)‘ 492 (. (¢) (1888) 5 R. P. C. 161.
a(i': Ld; SSL.J. Ch.709: 6 R, . C. () Dwrt v, Morgan (1887),4 R, . C.
s _ _ at p. 280.
Ll—‘-:;i,-”””-‘!’” V. Pintsel's  Datent (¢) Drifiield, de., Co. v. Waterloo, de.,
o 3 0y Ltd. (1896), 13 R. P. . Co. (1886), 31 Ch. Div. 638 ; 35 L. J. Ch.
135; TR “fft V. Duyr (1839), 43 Ch. Div.  391; 8 R. P. C. 46.
0)Scc the woud of the section « <1 () (187) 86 Ch. Div. 425; 56 L. J.
N s e see * als Ty (OS . Y (e
Jolnisen v, Edge {1592},2’. l..'lL.mln;{l 611{? Cho 9955 4 R P C. 363,

475

Threats
witliout
prejudice.



476 ACTION TO RESTRAIN THREATS.

parties are warned not to iniringe these rights, R, andR
Winder, Solicitors, &e.”” Held (on the facts), to he 4 thIEE‘
within the section (Joluson v. Edge) (g). :

(3) “ We heg to confirm our opif'lion previously expresseq that the
camera in question is an mfringement of oyr patent. |
We have taken further advice in the matter, and age Pl'epa;cd.
to stop the sale of this camera if placed on the marke
Held a threat (Skinner v. Shew) (h).

(4) “We understand that your houseis being supplied wy
electric light by the . . . Co., which company, as yg o
doubtless aware, is being sued for damages for infrit;gement
of our patent system of electrie distribution.  We haye hee'r
advised that vou, as one of the users of this said system ¢f
distribution, are liable for infringement. We beg, t‘inerefore,
to cautior. you of this fact, and to offer you an indempix
upon the terms contained in the enclosed civeular.,” Hely,
he a threat (Kensington, d'c., Electric Laghting Co. v, Lax.
For Electrical Co.) (1)

(5) 1 am afraid this matter will lead to a great deal of diffie
and unpleasantness, and you must not be surprised if ”
Company applies for an injunction against Mr, D. to restrain,:'
&e. (Douglass v. Pintsclt’s Patent Lighting Co.)(j).

11. The Adetion.

The Parties.—"The plaintiff may be any  person aggreved’
i.e., the person threatened or any person injuriously affected by
the threats. In Johnson v. IXdge (F), the plamtiff was a mane
tacturer of similar goods to the defendant’s, into the hands
whose customers defendant’s cireular had come. See ai
Keusington, «{e., Co. v. Lane-I'ox Electrie Light Co. (), Colleys
Tlart (m), Skinner v. Shew (n).

T'he Pleadings.—1f it is intended to rely upon the comu
law, mala fides must be alleged in the statement of clam,
Forms of eclaim and defence thereto will be found 1n lhe
Appendix, post, pp. 847, 848. Spealking generally, the plaint
should allege: () the threats; (b) that the defendant’s patet
is invalid; (¢) that plaintift has not infringed.

) (180:2) 2 Ch. 1; 61 L. J. Ch, 2623 IV See the threat set outsuprd.
) ) l ((1)) (1891) 2 Ch. 573; §R.PC&

9 R, P.C 4L, 1009y 9 D Lo Tlp |
(/1) (1893)1Ch. 413; 62 L. J. Ch. 196; : (:::)1{)11890) 44 Ch. Div. 179, I3 ik

10 R. 1. C.'1. AU T1) N '
(i) (1891) 2 Ch. 5735 S R. 1t L. 249, () (18U3) 1 Ch 413; 62L.J.(b I
(J) (1896) 13 R. P. C. 673, 10 R, P. C. 1.
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ot one time doubted whether want of validity of the

dant’s patent could be raised In a threat action, but it may
de{enb:taken to be decided that this is permissible (o).
nﬂ;heddefendant may set up: (a)_ he did‘ no!; threaten ] (b) he

onced and prosecuted an action for infringement with due
Ec"[l'n::nce and so brings his case within the proviso (see below) ;
(:)Ifhe pl’aintiﬂ' in faet infringed his putel}t. o |

should the defendant have started his mfr-mgement action,

.nd in the threats action plead botih (b) and (), 1t seems -proba.ble
aat two actions will be proceeding at the same time in which
he same point is being tried. To avoid t}he unnece'ssary expense
«ch a course would entail, the defendant should either counter-
Jaim, or arrangements should be made for one of the actions
(o stand over until the decision 1n tl}e other has heen ‘given (p).
it may be convenient to try the existence or non-existence of
4 threat hefore proceeding with the more complicated poiats in
the uction (7).

Particnlars.—If the plaintiff alleges want of validity of defen-
dant's patent, he must give such particulars of objection as would
le riven in an infringement action ; but the plaintiff is entitled
first to know the patents on which the threats were based.
Should there be but one patent, and this well known to plaintift,
he should give particulars of objection forthwith ; in other eases
be may await the production of the list of patents on which defen-
dant relies (). Particulars of objection may be required before
delivery of defence (s).  Other particulars to which a defendant
15 entitled are: particulars of the threats complained of (s), but
not of the mames of customers whom plaintiff had agreed to
indemnify in consequence of the threats, unless perhaps where
the amount of damage is to be assessed at the trial (1). He is
also entitled to particulars of the agents through whom it is
alleged the threats were made ().

[t was

() Dicta of the L. 3J. in Challender 6 R. P, C. 502.
V. Boyle (1887), 36 Ch. Div. 425, 443 (2) Kurtz v, Spence (1888), 57 L. J.
% LoJCho995: 4 ROP.CO363;  Ch.238; 5R. P C. 161, 169,
_.ij{r!: V.o Spence (1887), 36 Ch. Div., (r) Union Electrical Power, (e., Co.
hiy 4 R, PoCoogur practically v, Fleetrical Power Storage Co. ( 1888),
qrdling Kurtz v. Spemee (1886), 38 Ch, Div. 325; 5 R. P. C. 329: Law v.
:':?9 (l:;. Div. 579; 55 L. J. Ch. Aslcorth (supra), at p. 8.
vio. ot also Her rburger v, Seqitre (8) Lawv. Ashworti (1800), 7 R. P. C.
(189), 5 R. P.Cas1; 6 R P.C. 194, 80.
o Comined Weighing, 4., Cor . {0 e v shuorth (snpre),atp. 5.
Ch. Div cghing, de., Co. (1889), () Dotwson Taylor v. Drosophore Co.
=V UGBS, 6745 oS L. J. CL. 1005 (1804), 11 R, P. C. 536; 12 k. P. C. 95.
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The defendant must give particulars of infringement(
infringement be relied upon. |

Sect. 29 of the 1?=1tents, Ne., Aet, 1883, regulates particulars
in actions for infringement, but does not deal with threata

. > rry 5
actions (y). In Willouylhbyv. 1 t;:.ylm' (), Day, J., save o certificate
that the particulars of objection were reasonable ang proper
but semble, the application was unnecessary, the matter bEi]}r:'
one for taxation. If the certificate was required at all, it cgu]a
only have been becatnse sect. 29 was considered to apply, ang
in such ecase the learned Judee could not have givén the
certificate unless the particulars were proved to him to
been reasonable (2).

The Trial—The case may be tried hefore a jury, as seet, 93
does not refer to n threats action; but leave must he obtained a3
provided by R. 5. C. Order XXXVL rules 2 et seq.  The Plaintif,
ghe burden of proof being to a certain extent on him (a), would
have the right to begin, save where the only issues are Infringe.
ment or on the proviso. In Nurtz v. Spence (), the Court of
Appeal, as a condition of allowing an amendment setting up
invalidity of the defendant’s patent, gave defendant the right
to begin and reply.

In an aclion for damages under this section, the question who
is the true and first inventor i1s an issue of faet, which 15 net
concluded by the defendant merely producing the original letters
patent duly sealed. If the patent 1s attacked he is hound t
support it as 1f he were plaintift in an action for infringement (c)

Certificate that Talidity of the Patent came v Question.—~
Tield, J., in one case gave a certifieate to this effect for what i
was worth, but it 1s submitted that its worth was very lhttle.
Sect. 81, which deals with such certificates, vefers only to actions
for infrincement. In Ilerrhuryer v. Squire (d), Chatles, J., wis
about to make o declaration that defendant’s patent was invali,
but he stopped short of so doing. It is submitted that he bad
no power to make such a declaration.

v), if

hiave

() Wren v, Weild (1869), L. R. 4 Spence (1556), 33 Ch. Div. at pp. 33—
Q. B. 213 Willoughby v. Taylor (1894), (z) (1894) 11 R. P. C. 45,
38 L. J. Q. B. 327: 11 R, . C. 45. (¢) Challender v. Ra;;lc(l%Su):%Ch-
The latter case is peculiar because the  Div. 425, 4355 4 R. P. C. 363; 56 L.J
defondant did not at the trial nor even  Ch. 995. o c
hy his pleadings allege that thcll'e had () (1887) 36 Ch. Div. i70; 4 R.P.L
been infringement; Quecre, whether 447, .
particulars should in such case have (c) Kurtz v. Spence (1888), 5 R. P. G
been ordered, at p. 177 567 L. J. Ch. 238,

() Sce per Chitty, J., in Kurtz v. (d) (1888) 5 R. P. C. 5L



UNDER AcT oF 1883. 479

Remedies.

The remedies 1o wh.ich a threatened person is entitled are :
(1) an injunction, mtermm or perpetual; and (2) damages. These
remedies are concurrent: | | | o
[njunction.—In consldffrmg 2 mothnl (Whl-Ch should not be Injunction.
mﬂd;, er parte (), for an interlocutory injunction 111}(191: sect. 32,
the Court looks 10t 50 13111011 to the l')alnnce of convenience and LB{;:EE]?TOEE .
meonvenience, but requires the ﬂpplICﬂl}t to n;ake out‘at .least looked to.
2 primd _facic Case (/) that the act complained of is not‘ﬂn miringe-
nent. And where the defenda}lt expressed his intention of
not tireatening pending the'nct_lon, and undertook to proceed
Hligently with Dis zwtiop ff)l: 1.nfr1ngement, tllfa Court refused an
injunction, but gave plﬂll]fflﬂ‘lll?erty to apply, if necessary (11).
In a class of case not dissimilar to a threats action it is usual

d » mant the interlocutory injunection without mmsisting on the
f 1 . | |
3 odinary undertaking as to damages ().

If the threats ave of old standing, and the plaintifi has not

E jestimed himself, though acquainted with the threats, the Court
d will havdly grant an mmjunction (7).

Damaiges—~Damages will be awarded only where substantial Dﬂmﬂges
) g when
mjury has been sustained. awarded.
Thus in Drifield, Cc., Co. v. Waterlo, e., Co. (1), where the

thintiffs had merely been compelled by the threats complained
B o 10 look over their machinery, and to suspend certain building
% aperations, Bacon, V.-C., held that the sranting of damages was
¥ out of the question,

In Kurtz v, Spenee (1), where (a) the threats were conveyed Damages

g 1 the course of a correspondence conducted mainly ¢ without Yhere the

threats were

§ rejudice,” and with a view to {he anicable adjustment of the madewithout

g leal rights of the parties, and (b) the plaintiffs had not yet

prejudice.

e} Wilson v, Churel, ofrc., kngineering  where this extreme view wis dissented

§ Co.0185), 2 R. 1. C. 175, from.

(7Y Challender v, Hoyle (1887), 36 Ch. () Mackie v. Soho Laundry Co.

§ U435 4 R.P.CL 363 Colley v. Hart  (1892), 9 R. P. C. 405.

g N 6 R P, C.o17 Ch. Socidte (1) Fenner v. Wilson (1893), 2 Ch.
. -i{f;'ﬂymcr_f.-.'s.Iumrfnctm'vs des (illaces v, G656 62 1. J. Ch. 984 ; 10 IR, . C. 293,
';:-_ ﬁ-{ﬂgzmz‘s _J’arcnt .Saful Blast Co., 25 (1} Xdlin v. Pucumatic Lyre Co.
’.'n‘ifed. 195 L.J. Ch. 1- Beorney v (1893), 10 R. . C. 311; Colley v. Hart

§ 2 VIRPCL 1T
g nfringement wog]
8 Preeedent to the

Telephone Co. {1853), 28 Ch. D. (1889), 6 R, P. C. 20, 21.
» where evidence of no () (188G) 31 Ch. Div. 638; 55 L. J.
eld to be o condition  Ch, 391 : 3 R. P, C. 40,

grant of an inter- (/} (1887) 5 R. P. C. 197; 57 L. J.

A lettory illjllllﬁliﬂll; Walker v. Clayke Ch. 238.

8 (1559, {R P

”: :'l.t:

C.111; 56 L, J. Ch.239;
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erected plant and machinery for the manufacture of the gy,
alleged to infringe the defendants’ patent, Kekewich, J. reflcﬁes
{0 direct a reference as to damages, and awarded thg ;Jlai i
40s., with costs on the higher scale. it
On the other hand, substantial damages may often be reCovere]
In Ungar v. Sugg (m) the Court of Appeal, being of opinigy
a rough guess could be made at the amount of loss, thoyap th::
the Judge should have assessed the damages at the tri:l. But
this is not the course usually followed. Thus in Johpg, .
Edge (), Matthew, J., referred the damages to an official 1'eferae.
A plaintiff may recover damages if, owing to the thre a
contract 1s lost (n). |

II1. The Proviso.

Although the defendant has threatened, and although th
plaintiff has not infringed, nevertheless the defendant may i
entitled to judgment, with the attendant costs, if he bring hi.
self within the proviso. This runs as follows: “Provided thyt
this section shall not apply if the person making such thres
with due dilizence commences and prosecutes an action fu
infringement of his patent.” Thus 1t may happen that a plairiif
who at the time of issue of the writ has a good cause of action,
may at the time of the trial cease to have a cause of action at all.
See Combined Weighing, de., Co. v. dutomatic Weighing Co.(p;
Colley v. Hart (q).

It is not necessary that in order to protece the defendant the
action for infringement should have been carried to a successt
result. In the former of the cases just mentioned, the threatener
failed in his action for infringement; in the latter, he disor
tinued it as hopeless. Nevertheless, in both, the threateners
posifion came within the terms of the proviso, and consequently
won his thireats action.

An action for infringement, to come within the PLOViSo, must
be to restrain an infringement similar to that which s threatened;
and the proviso is not satisfied by an action to restrain o different
infringement (r).

(m) (1889) 9 R. P. C. 113. Ch. 308; 7 R. I. C. 10L

(n) (1892) 2 Ch. 1; 61 L. J. Ch. 2062 (gq) On threats subsequent to 8 -
0 R. 1. C. 142, continuance, see Fusee Tesla C% g
(0) Skinner v. Shew (or DPerry) (1894),  Bryant and May (1887), 56 L.T. M
2Ch.581: 11 R. P.C.400; 64 L.J.Cli. 820, 136. e o
(p) (1889) 42 Ch. Div. 665; 58 L. J. (r) Combined Weighing, tf}f-hﬂp
Ch. 709; 6 R. P. G, 502. Automatic, dc., Co. (1889), 42 (225

~ 1,
(9) (1800) 44 Ch. Div.179; 59 L.J.  665; 58 L. 7. Ch.709; 6 R.P.C.EX
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To enable the defendant to-avail himself of the proviso, the
parties to the infringemen!s a?t‘mn must be the threatener himself
(ﬁot Lis assignee) as plamiilﬁ (s), and as defendant either the
intiff 0 the threats action, or some third person against
«hom the threats complained of were directed : probably no

ofher defendant will suffice to bring the case within the

prm’iSD (jl )' _ _ L .
But the infringement action may be within the proviso, whether

hrought before or after the threats action (u), provided it be
«mmenced and prosecuted with due diligence. In determining
e question of diligence the date of the utterance of the threats
«ill be eonsidered ().

It is only a hond fide action for infringement which can e
the effect of bringing the threatener within the proviso (y); a
collusive action, or an action brought after the threats action
merely for the purpose of evading the latter, will not avail (z).
But discontinuance of the mfrmgement action is not per se
widence of mala fides (a).

The bond fides of the infringement action is thus a question
vhich may be raised. The bond fides on the part of the threatener
isno answer to a threats action brought under this seetion (7).

An infringement action is not an answer to an action for
threats, unless the former be commenced and prosecuted ¢ with
due diligence.” Whether in any given case due dilicence has
been shown 1s a question of fact (¢).

The abandonment of the action is not necessarily proof of
mant of due dilicence; see Isnglish and American Machine Co.
v (rare (d), Colley v, Hart (¢).

The following examples will show what has been considered
de diligence, though it has to be borne in mind that the facts
of every particular case have to be separately considered :—

i8) Rensington, de., Electric Light  Co. v. Gare Machinery Co. (1894
('{:} v, L{;TF!L‘-_FH.I‘ Kleetric  Light Co.  R. P. C. 627. oy co- | b i
(181), 2 Ch. 573; 8§ R, . C. 277. (0) Skinner v. Shew (1893), 1 Ch.
D'({) gijul{cm!vr v. [toyle (1887), 836 Ch. 413; 62 L. J. Ch. 196 10 R. P. C. 1;
Lu.i-a, 139, 421 4 R. P, C.363; 56  Herrburger v. Squire (1888), 5 R. P. C.
4. Ch 9955 Combined Weiglhing,dc., 581; 6 R. P. C.'194: Johnson v. Edge

Co.v. dutomatic, de., Co., nbi infra. (1892), supra.
| 3(5!1_} r{)’ﬁﬂ'{f# V. Day (1889), 43 Ch. Div., (¢c) Combined Weighing, dc., Co. v.
: iC' ot G RN Automatic, d'c., Co. (1889), 42 Ch. Div.
}f Clmliwmszr v. Loyle, supra. 665; 88 L. J. Ch. 709; 6 R. P. C. 502
B‘J | Ilet‘Hﬂl‘l‘ V. Royle (1887), supra;  Colley v. Hart (1890), 44 Ch. Div. 179
l;F;'t’rl '; Day (18“:)3), supra. o9 L. J. Ch. 308; 7 R. P’. C. 101. ’
91{',;) Inson v, Edge (1892), 2 Ch. 1: (d) (1894) 11 R. P, C. 627.
-5 Uop W20 61 L. J. Ch, 962 (¢) LUbisupra.
@) English and American Machine
L.

11
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Challender v. Royle(f).—Mareh, 1887, threats utteyeq ; Juneq;
writ at threats action ; June 15, action for selling ggogs madé
by the plaintiff within threats action in alleged infringement of the
threatener. The Court of Appeal held that the threatenep hag
proceeded with due diligence, and had brought himses withiy
the proviso. |

Herrburger v, Squire (9).—October, 1886, threats, the threateney
being at the time aware of infringements; September, 1887, threats
repeated ; November 12, 1887, threats action; Novembe 1 4
infringement action against third pavtner ; December 23, coupter.
claim in threats action. Charles, J., considered that the gefe,
dant had not shown due diligence.

Combined TWeighing and Advertising, «c., Co, v, Automatic, o,
Co.(h).—September 21, threats; September 27, threats aetion;
September 30, action for infringement. The Court of Appe)
considered the latter to have :een brought with due diligence,

Colley v. Hart (i).—Sep!emier, 1888, threats; September 2
1888, threats action; December 6, 1888, infringement action.
February 8, 1889, statement of claim in the threats action:
May 18, statement of claim in the infringement action, Th
parties in both actions had asked for and had been granted
extension of time for pleading. November 6, 1889, an exper
reported that the threatener’s patent was bad; November7, 1889,
the threatener discontinued his infringement action. Held
North, J.), that the infringement action had been prosecuted with
due dilicence and that the proviso apphed. A threatener i
entitled to keep back his statement of claim 1 the mfringement
action, as by so doing he may be able to raise the pomt Iy
counterelaim in the threats action.

Ixdlin v. Puneumatic Tyre Co. (E).—In this ease the threats
were uitered three years before the infringement action, bu
under the peculiar circumstances of the case, Chitty, J., sud
that he could not decide that the defendants had not shown due
diligence in bringing their infringement action, and he refused
an interlocutory injunction in the threats action.

English and American Machine Co. v, Gare Machinery Co. (I~
November 9 and November 18, 1893, threats; November 2,

(f) (1887) 86 Ch. Div.425;4R.P.C.  709; 6 L. P. C. 502,

363 ; 56 L. J. Ch. 995. (i) (1890) 4 Ch. Div. 179; 9L.J.C5
() (1888) 5 R. P. C.581; 6R. P. C.  308; 7 R. P. . 10L
194, () {1893) 10 R. P. C. 31l

() (1889)42 Ch. Div. 665; 58 L.7.Ch. () 11 R.'P. C.621,
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threats aetion ; December 4, mfringement action ; J anuary 24
1604, statement of claim in the infringement action: March 22’
Jefence In the infringement action; both parties required exten:
son of time, the particulars of objection requiring careful
samination. It was decided by Chitty, J., that due diligence
had been shown' in prosecuting the infringement action, and that

the proviso applied.
Forms of pleadings, &c., see post, pp. 847 ¢t seq.
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CHAPTLER XV.

REVOCATION OF PATENTS.

Berone the Act of 1883 the mode of revoking ang cancelligs
patents for inventions was by an action of scive facias, iy whi{-g
a porson complaining of the illegality of a patent was authorised
by the fiat of the Atforney-General to proceed in the na
of the Crown to obtain the judgment of the Cowmrt of Chaneery
for its repeal (a). '

The procedure for the repeal of letters patent for inventig,
was formerly the same as that for the repeal of othep rova)
arants. And scire facias still lies to repeal such of these otfm
arants as may be contrary to law, or have been obtained by false
sugoestion,

The various objections which can be taken to a patent fi;
an invention, by a person agamst whom the patentee may
istitute legal proceedings, have already been considered(h)*;
and the law provided a remedy for the public by action of s
fucias, in which similar objections might he taken, and if ans
alid objeclion was sustamed, the result was that the paleﬁ:
was repealed or annulled, and ordered to be cancelled.

The Queen has by the common law an undoubted right s
proceed by scire facias to repeal and cancel a patent respecting
which she has been deceived, or by which her subjects are pre.
judiced. This was laid down by the Judges in the House of Lords
in the case of 2. v. Butler (¢), and there are several old authon
ties to the same effect (). In the Magdalen College case (o)1
was said, that ¢ The law has given the King a great prerogatie
above any of his subjects, that where by fraud or false suggestin
he is deceived, that he himself in sueh cases shall avoid hisom
arant jure regio””  And in Legat’s case (f), it was said, {hat
““ When upon false insinuations or pretences the King mases i

(«) See a full account of the practice (d) See Staund. Prerog. Sl.n;-Bfi_‘-*:
in proceedings by scire fucias in  Abr. Pat. 14, Petit. 11, and Sfl'_ 1;1
Hindmareh, pp. 376 ef seq. The cum-  Rol. Abr. Prerog. (S) p. 191; ¢
brous nature of the procedure is there  Ed. IIL 47 B. & 10 Co. 113, b.
demonstrated. (¢} 11 Co. R. T4, D.

(b) Ante, pp. 387 et seq. (£) 10 Co. R. 109,

{c) 3 Lev. 220, 221.
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as of any monopoly, &e., which, in truth, is to the pre-
i the King and commonwealth, the King jure regio shall
ants, and such leltcrs patent by judgment of law

graflt,

judice 0

avoid sueh gr

ancelled (1)
hall be eanecelled —{))- _ o
The grounds on which an action of seire fucias might formerly Fm'm‘%lf f

o _ ‘ : . grounds for

he instituted were ** fraud, false suggestion, non-compliance on scire jacias.

the part of the patentee with the conditions of the letters natent,

vilure of any of the essentinl requisites of novelty and utility,

or abuse of (he privileges aranted by the lefters patent ().

Fraud and jualse sugryestion may be considered together (i). Fraud and

Letters patent were granted for ““certain improvements in oo SU88es-
seam engines and 1n machmery for propelling vessels.” One of Cuses.
the inventions as described in the spectfieation was not an improve-
ment.  The grant was held bad for falsity of suggestion (i).

Letters patent were taken out for a wateh. The invention
i disclosed Dby the speetfication was only of part of a watch.

The patent was repealed (0).

The patentec of an mimproved machine claimed as his invention
a part of it which turned out to be useless. The specitication
did not describe 1t as essential to the machine. It was lield
that the patent was not vitiated (m).

The distinction hetween the first two and the last of the cases
just eited 1s clear.  In eacli of the former there was a false state-
went, recited mn the patent by way of sugeostion, and forming
amaterial part of the consideration for the grant. In the latier
the false reettal was not made by way of sugeestion at all (n).

Even if such a false recital did affect in some degree the sugwes-
ton made by the patentee to the Crown, the patent will not
necessarity be held void.

;}SPE('iﬁCiltiun described various parts of machinery, hut no N‘-’-’*“-Cqﬂil’»‘li-
complete machine, and the defendant did not point out what emmditisms of
parts were new.  T'he patent was repealed (v). patent,

(9) This and the third Previous para (m) Lewis vo Marli :

1ous - 0 Marling (1829), 1 Web,
%;313;7253 adapted from Hindmarch, P. C. 496 ep. '_'lfm'ggui v, ).Suawm'fﬂ

i,” W:*h'* Lot D s (1837), 1 Web. 2. C. 197, per Alderson, 1.

Bl Lt bz 0 See 1 Wab, G e,
b G.;l h ';," Jussary (1738), 1 Web,  Morgan v, Seaward (1837), 1 Web. P, C.

(k) JI:M'g}J;- v Nediar e 197, per Alderson, B.; ep. Travell v.
TN carwcard (1835-37), 2 Carleret, 3 Lev. 134 ; AAlcock v. Cooke

() Bef l]"':{ s, 1 W (1829), 5 Bing. 340, cited by Parke, B.

. I ,..Grﬁ-, f‘_J"“: | }\ oh, P, Co 42, 1n.:  1n Morgan v. Scaward, ubi supra, aé

30 T f;}lw (IS19), 2 B, & Ald. . 196.

P.(. 939 jjr“;:’;’:ﬁ’“{” }}hl_H), 1 Web, (o) B.v. drkwright (1785), 1 Web. P.

1B & Al 551, r-\-f rff{;“"“, (1821),  C. 64, aud other authorities there cited ;

Greaves (1820) 3bd33"1)“"bs Felton v, R, v. Cutler (1816), 1 Web. . C. 76;
19 Ve 1011 and Specifieation, supra, p. 83.
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A patent was granted for ‘improvements in fire-garate
stoves.”” 'The specification, after deseribing the stove, clnimg
as the invention the construction of stoves in such manngr g
that the fuel necessary to supply the fire shall be Introdueeqd
from beneath, either in a perpendicular or in an oblique direetigy
Ellenborough, C. J., was of opinion that the evidence showai
arates to have been constructed prior to the patent on g Drineiple
identical with that deseribed 1in the specification: thyt the
patentee by his claim had confined himself to that prineiple, gy
that therefore the patent could not be supported (p).

The defects in the proceeding by scire fucias were in mgpy
ways objectionable. (1) 1t was cumbrous. (2) It was costly (qi,
(8) No interest in the repeal was necessary. (1) Although par-
ticulars of objection were required, and although it was provided
—15 & 16 Viet. c. 83, s. 41—that no evidence should be admitteq
on any subject not mentioned therein, the particulars supplied
were usually so vague as fo give no mformation at all, and the
patentee came into Court without any accurate knowledge of the
case he had to meet.

Levoeation under et of 1883.

The proceedings by scire tactas is now in form abolished, and
revocation of a patent may be obtamed by petition to the Cour,

Every ground on which a patent might, before the Act of 1383,
be repealed by scire facias 18 now a ground of revocation, and
also available by way of defence to an action of infringement (.

Letters patent for inventions assigned to the Secrefary of State
for War are not revocable (s).

The “ Court ” means the High Court of Justice in England(f,
the Cowrt of Session in Scotland (#), and the High Court of
Justice i Ireland (2).

Petitions for revocation could not formerly be presented in the
Court of the County Palatine of Lancaster, which is not a Court
within the meaning of the Patents Act, 1888, except for the

(p) I v. Cutler, ubi supra. costs in any action to which she 7%
(g) The puatentee, if successful inan o party. _
action of scire facias, obtained only (r) Act of 1583, sect. 20, sub-secis.

such costs as were covered by the 2, 3.

petitioner’s bond; the petitioner, who (s) sect. 44, sub-sect. 9.
succeeded in setting aside a patent, got (8) Ibid. sect. 117.

1o costs at all, on account of the ) Ibid. sect. 109,
general rule of law which then pre- {.1') Ibid. sect. 111, sub-sect. 1.

vailed, that the Queen received no
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expressly set forth in sect. 112 (a) ().  But see now the
» Palatine Court Act, 53 & 54 Viet. e. 23, 1890.

A petition cannot be served on a patentee resident aProad (2),
put where & petition was -p'resenﬁed for the revocation of a

\tent belonging to a domiciled S(_aotchman to whom a copy
Ef the petition was personally delivered, and who stated he
did not intend to appear, the Court, on the applicutio:l} of the
petitioner, made an order that the petition should go into the
witness list, unless the patentee s%lowed cause to the.eontrary,
it being left open to the patentee, if he appeared, to dlsl-)ute the
jurisdiction (a). This course was suggested by North, J., in Goerz
case (z).  In Kay's DPatent (D) one .of the patentees had not
heen served, he being abroad. Stirling, J., refused to hear the
petition, put it in the witness list, but direeted that it should noft
come on for hearing without leave of the Judge, unless the absent
patentee should appear. In a ftrade-mark ease, Re King « Co.’s
Trade Mark(c), the Court heard an application to rectify the
reister, on proof that a domiciled Irishman had received written
notice of the proceedings.

A petition for revocation is in the nature of an * action,” or at
anv rate is a ““ matter,” and therefore (d) it can be sent for trial
at assizes before a J udge without a jury; but such an order will
not prevent the Judge at the trial from acting on his own view
of his jurisdiction (¢).

The fact that the patentee has declared his willingness to
abandon his patent and does not defend revocation proceedings,
15 no ground for refusing to give the petitioner the costs of the
proceedings ( /).

A petition for revocation may be presented by any of the
following persons () :—

(%) Proctorv. Sutton Lodge Chemical
Co. (1888}, 5 R. 1. C. at p. 185.

i) Be Goerz and Hoegh's Patent
(1803), 12 R. P. ¢, 370.

(@) Drammond's  Patent
R.P.C.576; L. R. 43 Ch.

1888, p. 234; (1889) G R. P. C. 355.

(/) Re Wallace's DPatent (1895), 12
R. . C. 444, Sce also Sinmnons’
Patent (1895),12 R. P. C. 446 Rendell's
Patent (1894), 11 R. P, C. 277.

(7) Patents Act, 1883, sect. 26, sub-

(1889), ©
D. 807 59

L.J. Ch. 102,

(b) {1894) 11 R. . C. 279.

(€) {1802) 2Ch. 462; 62 L. J. Ch. 153 :
YR.P.C. 850, and see La Compagnie
D'Eanx Minerales ef des Baing de der
191)3 Ch. 451; S R. P. C. 446 » e
Cliff (1893) 2 Ch, 01,

A0 Eitherunder R, S, (. 1883, Order

XNXVLrule 1: op Order XXX, rale 1.
©) In re Edmondy’ Pateni, W. N.

scet. 4. I’roceedings in Scotland for
revocation of a patent takes the form
of an action of reduction at the instance
of the Lord Advoeate; or of a party
having interest with his concurrence,
which coneurrence may be given on just
cause shown only, (1883) Sect. 109,
sub-sect. 1. It appears, therefore,
that o petitioner before the Court
of Session for revocation of letters
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(a) The Attorney-General England or Ireland, or the [,
Advoeate in Scotland. o

() Any person authorised by the Attorney-General in Englgyg
or Treland, or the Lord Advocate in Scotland (gy). o

(¢) Any person alleging that the patent was obtained in frgy
of his rights, or of the rights of any person under or thrope)
whom he claims. °

(d) Any person alleging that he, or any person through whoy
he claims, was the true inventor of any invention :::zluded in i
claim of the patentee.

(e) Any person alleging that he, or any person under ¢
through whom he claims an interest in any trade, business, o
manufacture, had publicly manufactured, used, or sold, withi
this realm, before the date of the patent, anything claimed by
the patentee as his invention. o

Notwithstanding that the petitioner for revocation has been sued
for infringement and unsuccessfully attacked the validity of the
patent, he may proceed with the petition. Also if the defendant
successfully attacked the validity, the plaintifl may set up vahdity
in subsequent proceedings for revocation started by the defendant,
In other words, the matter 1s not made res judicata by the decision
in the infringement action; the parties may be the same, bu
they do not appear 1 the same eapaciby ; in revocation proceed-
ings the petitioner acts, in form at least, for the publie (%)

When it is desired to obtain the fiat of the Attorney-Genera,
{he following papers must be sent to the Patent Clerk, at Roon
No. 549, Royal Courts of Justice, London : a memorial to the
Attorney-General asking for his authority, and stating all the
circumstances ; o statutory declaration verifying the statements
-1 the memorial ; two copies of the proposed petition and of the
particulars proposed to be delivered with it; the certificate ol
harrister that the petition 1s proper to be authorised by the
Attorney-General ; the certificate by a solicitor that the proposed
petitioner is o proper person to be a petitioner, and that he 1
able to pay the costs of all proceedings in conneetion with the
petition, 1f unsuceessful.

patent, is required to Lave both an  brook v. Gillatt (1840}, 9 Beas. 192,

intercst in the patent whiclhh he secks (hy Re Duuh*y'f Pafent (5595’:1@'
to repeal and the concurrence of the ©687; 64 L. d. Ch. 4803 12 R. P.h;
Lord Advocate. 199« Shue Machunery C”'L‘s gﬁ'tﬂ.

(gg) A paragraph in_the petition  (18Y0), 1 Ch. at p. 118; 6
should recite the tuthorisation: Glaz- 12 R. P. C. at p. 933,
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The |
«. fssued s & matter of course.
H

110&lt]mug_.;rh it was laid dOW}l i}l Butler’s ("ase (1) ﬂ}f"t ‘¢ whqe a

'  is aranted to the prejudice of a subject the King, of right,
Pﬂ:en ern:}t him upon his petition to use his name for the repeal
:; i?,'l: it is also stateq tl.mt”“.the subject had not a right mero
ol to have a seire facias (), fmd there seems to have been
10 doubt that if the Atiforney-(:efleral were to have acecepted
muficient security, or if after his fiat had been granted the
1ail or security had failed, the CourF woutld have orc_lered a stay
of proceedings until further security 1lmd been given (k). .In
g, v, Newall (), Sir I Pc?llocl{, 1}.-6., on a pe'tltlon ff)r relief
amainst certain sugeestions m a wrib of scire Jacias, which l_md
rerularly issued, decided that he would. d_n'ect a nolle prosequi to
le entered as to certain parts of the writ if the prosecutor insisted
on retaining thent.

The Attorney-General may either give or refuse his authority
e parte, or divect that the patentee shall have notice and liberty
to be heard before him.  The fiat may be granted even after the
petition has come on for hearing, but hefore judgment (m).

The following cases show the principles on which the law
officer acts in 1ssuing or withholding his fiat ;:—

A. was the patentee of a process for the production of paraftin
al by the distillation of bituminous coal. B. applied for scire
mcs, B, was the owner of a coal-field in Scotland, con-
ammg a certam mineral called the Torbane Hill mineral, the
nght to get which was leased to certain persons, who sold it
t the patentee for the purposes of his manufacture. Under
the terms of the said lease B. had a pecuniary interest in the
quantity of mineral raised. 1. alleged that A.’s invention was
not new, and that the patent, by restricting the sale of the

(1) 2 Vent. 344,

Y Beg. v, Neilson (1842), 1 Web.
P.C.O12aR. v, Betts (1850), 19 L. J.
0.8.531;15Q. B. 540.  sir Frederick
Pollck in argument said : “T never

knew a seire facias except in the case of
a patent for an invention. The only

granted before. Upon a case which
came afterwards before my learned
friend the Solicitor-General and myself
it appeared that the late law oflicers
of the Crown had advised that the
Attorney-General ought to allow the
scire facias to issue, from which I

(e which I recollect of anvthing like
% grants having been issued oceurred
Bot 1n this country, but in the colony
of New South Wales. The Attorney-
General of that colony had refused to
PRIt A seire fucins to jssue for the
WY purpose of trving whether land
frated by o second grant had not been

presume it was considered that the
subject had not a right mero motie to
have o scire facias.”

() 1 Web. D, C. 671, 672.

() Ibid. n. (i).

(m) Be Dege's Patent (1895),
R. P, C. 448.

12
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Torbane Hill mineral, prejudicially affected his intepeg, \
the date of the application an action raised by B, in Scﬂtlax;d E:
the reduction of A.’s Scotch patent for the snme Invention w‘r
pending. Sir R. Bethell, A.-G., refused his fiat (q) because t?
writ of scire facias ought not to be used for purely private endf
(b) because the convenient and proper course seemeq tg be:;
allow the Scotch action to go on, and to be guided by its issge.
and (¢) because the patent was eleven years old, hag been th;
subject of several legal proceedings, and ought not, {herefor ,
be lightly challenged (»). |

The H. . Co. applied for authority as regards a patent ¢
B. and C., who had raised an action for mfringement, then
pending in Scotland, against the applicants, James, A.g
directed that notice should be given to the patentees, ang (,5:
their objecting that, as they were resident in Secotland, th
application should have been made to the Lord Advocate, refusd
authority pending the result of the action in Seotland, but v
leave to renew the application if necessary (v).

V. applied for authority as regards $.’s patent. Russl
A.-G., directed notice to be given to 5., and at the heari;
ordered the application to stand over generally upon 8. unde
taking to bring an action against the applicants within & month
costs of the application to be by consent costs in the cause(p).

B. applied for authority as to W.’s patent. B. had beens
defendant in an action by W. v. 5., and this application s
made in the interval after the judgment against B. in the Cout
below, and before the hearing 1n the Court of Appeal. Russl.
A.-G., directed that W. should have notice, and on his fatlure t
appear at the hearing granted authority (q).

I'. applied for authority as regards G.’s patent. No othe
proceedings were pending. Webster, A.-G., granted his i
without direeting notice to be given to G. ().

K.'s trustees applied for authority as to R.'s patent. k. bad
sued K. in the Palatine Court for infringement, had abandonsd
the action after thie delivery of K.'s defence, and had made 41
application (then pending at the Patent Office) for leae @

() Yovung's Patent, Pract. Mech. sultation with Herscl:n_ell.'s.-(i-. hﬂ-
Jour., 2nd series, vol. vi. p. 98. Sce  that, where un application mrla

. also vol. vii. p. 44; and Lawson, p. 105.  authority had been eventually & &‘:'

(0) Bell and Coleman's Patent, Griftin,  doned, he had no power, under &
. C. 320. to give costs. o

(p) Siddell's Patent, ibid. In Martin’s (9) Watling's Pare-r.:f, I'bHI ot
Patent, ibid., James, A.-G., after con- (r) Gaulard and Gibbs's Halew,
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1. The applicants carried on IK.’s business, with which it
e ered that R.’s patent interfered. Webster, A.-G., gave
:E:o::dit?onal authority, without directing notice to be given
tof';;1;11t will not be held to have been obtained in fraud of
the rights of another unle_ss the l_mfsent_ee has been guilty of d.ls-
honest and culpable acts 1n O!Jtml‘llllg 1t (). C?Pton, L J., said,
speaking of an allecation against an agenti : ¢ l::) be in fl'ﬂl;ld- of
his rights it must be either done with 'the. intention of (leprn'{ng
ihe principal of his rights, or must be insisted on so as to deprive
the prineipal of his rights ™ (u). . |

In 1885 a patent was granted to L. for improvements in the
means of generating fixed gases. In 1886 A., a subject of the
United States, presented o petition for revocation, on the grounds
that the invention was a communication from abroad—a fact
shich L. had not disclosed —and that the patent had Dbeen
obtained by frand.  A.'s petition eontained no allegation that he
was the true and first mventor. It appeared that L. had not
been guilty of fraud, but had acted upon the advice of a com-
petent patent agent in taking out the patent in his own name,
and had intended to 1t hold for the benefit of A. It was held,
afirming Mr. Justice Stirling, that even assuming the patent
t be void by reason of the non-disclosure of the faet that part
of the mvention was a communieation from abroad, yet it was
not vroved to have been obtained in fraud of the petitioner’s
nghts, and that the petition must be dismissed without preju-
dice to any claim which A, might make under sect. 26, sub-sect.
1(d),as a person alleging that he was the true and first inventor
of any of the inventions included in the elaim of the patent ().

The question still remains, said Mr. Justice otirling in this
@ase(y), Was (the patent), in the language of the statute,
obtained in fraud of the petitioner’s rights? The first point
to be determined in answermg that question is the sense of the
word “fraud” as used in the statute. We have not to deal
with a statute 300 years old, like the Statute of Monopolies, nor

(:) ff’f{”f"’“:s I’ﬂft'ﬂf',w id, 322. For an example of what would
J( i'}i”ff s Patent (1857), per Stirling,  be frand within the meaning of this
Cottons - L. at D. 1655 and see iso sub.scction, see Re Norwood's Patent
o(ufl}’bl-'} % 86 Ch. Div. at p. 324, (1893), 12 R, P. C. 214 Gates' Patent
(18{]5’ li'.': i{i 1};1(1(:5{:‘]{3 ...\UJ'H‘[JU[['S l;ﬂt(f”t (1‘891), 8 ]{- 1]. U' 439; },:dg{, v, I{ﬂr-

PR E 2 rison {(1801), 8 R. P. €. 74.

) Avery’s Patent (1887) - 36 Ch Div PR A Tl .
MOLICh 1007 4 k. D 155, W) <1V eese, 36 Ch Div.at p. 819,
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is there any cwrrent of decision to fix the sense ip Which ¢
word therein is used, and in Mr. Justice Stirling’s juday e
it would bhe wrong to construe the word, occurring as i dent
in an Act recently passed, and m the absence any contﬁ
imperatively demanding such a construetion, otherwige than i,
accordance with the usual construction of the English Iap
and consequently as mvolving grave moral culpability
person obtaining the patent.

Where a patent is revoked on the ground of fraud, the o
troller may grant the true mventor a patent in lieu of ang bearmi
the same date as the date of revocation of the patent o 1".91;'(:.1;1:,«(;r
but the patent so granted shall cease on the expiration of th;
term for which the revoked patent was granted (z). The comp-
troller is not bound to do this («@).

The petition should be presented i the name of the Persan
making the allegations whiell would destroy the grant, and y
in that of his attorney, and all other persons interested in {he
orant must be made respondents (5).

The case of Walker v. Hydvo-carbon  Syndicate, Lid. (o),
turned on the words *“ true inventor of any invention indudd
in the claim of the patentee.  In this case W., the grantee of ;
patent, presented a petition under sub-sect. 2 of sect. 26 of the
Patents Act, 1883, for revocation of patents granted to I, anf
B.. alleging that he was the true and first inventor of the inven.
tions comprised in such patents. It was held, on the constroction
of the specitications of the three patents, and also of a patent
oranted in 1865 to one Wise, that elimmating from W.’ pates
m:iters of common knowledge, the inventions claimed by H. w
B. were not similar to the invention claimed by W., and that the
petition must therefore be dismissed with costs. The followisg
extract from the judgment of Bacon, V.-C., will show the rale
decidendt 1 —-

 There was o common universal knowledge that petroleu,
dancerous in itself, inapplicable in itself, could by means wiieh

Suage,
In the

(z) {1RKY) scet, 26 (R),

i, Norwoud's  Dalent
Ko, Coa pe 219,

(i [t Acery (1887), 36 Cli, Div. pp.
310,311 5 56 1. 4. Ch. 1007 fte N
dan's Patent (1885), ¢ 1, 12, G, 218,

(¢, 1I8KG) 2 R, 10 Copode Anoap-
pra) wus Jodged againsy the decision in
this case, hut subsequently abandoned,

(1895), 12

Preliminary applications—{g} thet i
wppenl might stand over till the e
from America of the Elaintlﬂ. wh ¥
an engineer, and wished to be proc
wt the hearing for the l}urpﬁbeuilﬂ-
structing his counsel ; and (b; te tle
plaintiff should be gllowed to add?x
fresh evidence on appeal. wew €
missed ; (1856) 3 R, P. C. 25,
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ad been resorted to long ago in Wise’s patent, and long before
that,nﬂmel}" by bemg reduced m‘to the form of spra,y,‘he usefully
qpplied for the purposes for w]ych petroleum alone is va!lmble,
d avoiding a1l the danger which would attend the application
of it in any other way. The three pate.nts .+ . are _not f(_)r
otally Tifferent purposes, but are totally different in their mf)cle
of applicationg and now I am to bhe told, after. a mechanical
svention has heen produced f:or A common ?I)Ject, that any
person who malkes a better coznbmatlr_:)n of machinery (not by the
nere introduction of mechanical equivalents, ly-ut by the exercise
of mechanical genius or talent, m whatever 1t may be called)
uld not obtain a patent for 1t; that he has no right to
av. . . - S Admitting yours was a good patent, and vour
cgiltrimnces are verv ingenious and clever, I see a much bhetter
v of dealing with the basis of common knowledge, . . . and
111‘0 + petter and differently from the way in which you do it.
That is the whole case.”

[f o petitioner can show that prior to the grant of a patent
he had publiely manufactured the subject-matter by a process
abstantially sinlar to that used by the patentee. revocation
will be sranted (/1.

A petitiener qualified to present a petition in the manner
pointed out 1t clansez (¢), ). and (e). above. may tmpeach the
ptent on any other cround when he has establizhed his Joeus
sadi ). He wav Jdo 32 though he has already raized she
awe iszues as defendant i an miringment action.  Conversely,
a deetston agninst the patent in an mfringement aetion does nos
prevent the patentee from alleging validity when the patens
s attacked n revocation proceedings (r).

if, however, tle peti[ioner has no loeus Sl‘dudi, annd 1if he 1s
wt one of the persons entitled under the Aes to present a
petition to revoke tire letters patent. she Court will nos <o into
the question whetier the patent is or is not aoaod (g,

The plaonttt wuse deliver with his petieton particulars of the
objections on which he wteans to relv, and no evidence shall,
exeept by leave of the Court or a Judge. be admitted in proot
ﬂgﬂ Huddan's Parens (138512 K. P, . S:’:t,h_* Maciinery Coo ve Cutiun (1396),
o . LChoas po 1130 63 L. J. Ch, &1 12
) o Ltiees 1187),5 B PG RGP CL 533, o e o
e T (st 2 R P C () Leery’s Pualent (1387) 36 Ch, D.

. at p. 323, per Cotton, L. J. 0 506 L. J.Ch.

Ea!-‘”-‘H"} E:"““'-""“ Pracens 00305, U Ch, 1007 @ 4 R, P L 324,
SHBLCh 0 1 R PG e
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of any objection of which particulars are not so deliverg]
Disconformity is still a ground for revoecation (i), )

Tn the matter of Goulard and Gibhs's Patent (), M. Tust
Ikekewich held (k) that he had no power to grant g certriﬁcate
as to particulars of objections delivered () by a petitiuer fme,
revocation, but gave the petitioners leave to malke g Yenewed
application for a certificate at their own visk as to costs,

Particulars delivered may be from time to time amepgy
by leave of the Court (m).

Contrary to the rule which prevailed in the action of 8eire

fucias () prior to the Aet of 1852, the defendant is now, ag ypgy

the Act of 1852, entitled to begin and give evidence ip suppor
of the patent, and if the plaintift gives evidence Impeaching the
validity of the patent, the defendant shall be entitled to veply 5,

Subject to the provisions contained in the Patents Act, 185
sect. 20, the practice is governed by the ordinary practice pon 3
petition to the High Court. Accordingly a petitioner on makipe
the usual deposit will be allowed to administer interrogatories tE '
the respondent (p). The Court has the same power as to costs
as in. an ordinary action (g). But a respondent resident abroad |
will not on that account be made to give security for costs; heis
not in the position of a plaintifi (r).

A petition for revocation is m every sense of the word a
“ aetion,” except that it is not commenced by wrtt, and involves
precisely the sume issues as an action to try the validity of the
patent (s). Respondents who desire 1t may have a petition for
revoeation tried on vivd voce evidence (2).

Yevoeation on the ground of prior user by the petitioner, ors
person through whom he claims (i), is in form appavently new,

(1) Sect. 26, sub-sect. 5. See form
of particulars of objection, infra, pp.
788—7490; and Haddan's Patent {(1885),
2 R. P, O, 219,

(i} Viekers v. Siddell (1890), 15 App.
Ca. 196 60 L. J. Ch. 105; 7 R. . C.
o002y Nuttall v, Hargreaves (1892), 1 Ch.
93, 28; 61 L. J. U4; § R, . C. at
ANRHES ]

(/) (1888) 5 R. . C. 526; aftirmed
(188Y) 6 R. . C. 215.

(k) Upon a consideration of sects. 20,
98, sub-seet. 1, and 29, sub-sccts. 2,
4, and 0.

(1) Under sect. 26, sub-sect. b.

(nt) Ibid.sub-sect. 6.

(n) Hindmarch, p. 412,

(0) Sect. 26, sub-sect. 7.

(p) Haddaws Patent (1864-53), ¥
L. J. Ch. 126; Gurifl. 108.

(q) Jte Edmonds's Patent (1839, ¢
R. P. C. at p. 358. r

(r) Ite Miller's Patent (1894), 63 L.J.
Ch. 32¢; 11 R. P. C. 95. _

(s) 1883, sect. 26 (7). If the tm!
be on attidavit evidence, the defenda:
should file his evidence hefore petitione:
files his: Gale's Palent {189} 3
R. P. C. 438. |

(£) Gaulard and Gibbs's Palent (1.;‘23:?]:
per Nortl, J., 3¢ Ch. D.3%. This 1s
the better method of trial: Gales

Patent (1891), S R. P. C. 436.
(1) Sect. 26, sub-sect. 4, clase ).
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»

though . ¢ 3y
elty at the instance of any persom.
novelty ¢

patent Office an oftice copy of such order (z).

4 invention claimea is not a ground of revocation (y).

secordance with the provistons of the Act, grant to him g patent
o liew of and bearing the same date as the date of revocation of
the patent so revoked, but the patel}t so granted shall cease on
e expiration of the term for which the revoked patent was
aanted (2).
" There is no provision 1n the Act of 1888 for the cancellation
i a revoked patent, according to the practice which prevailed in
moceedings by scire facias.  But the order revoking the patent
is entered upon the register, which is indeed sufficient.
Aspecification cannot be amended under the Act of 1883, sect. 18,

vhilst a petition for revocation is pending, but under seet. 19 the
ourt or & Judge may, subject to such terms as to costs and
therwise as are thought fit, give leave to apply at the Patent

- Ofice for Liberty to amend the specification by way of disclaimer,
- and may direct a stay of proceedings in the meantime (a).

v Decley v. Perkes () o difficult question arose. The Court

o Appeal declared one claim of a patent to be good, hut the

sher bad, and revoked the patent; the patentee appealed to

the House of Lords. The House after argument deferred judg-
‘et to enable the patentee to apply at the Patent Office for
lave to disclaim the obnoxious claim. But the comptroller
liclined jurisdiction, hasing his decision on the ground that by
the judgment of the Court of Appeal the patent was revolked,

ﬂ?at there was nothing to amend. It was stated by the Loxd
(hancellor that the Court of Appeal should have ordered that
te patent be revoked unless within a time fixed by the Court
lbe patentee should obtain leave to disclaim the bad claim.

Iy r
% P\ R, 1890, rule 74. (@) Sce anfe, p. 233,

W Vickers v, Siddell (1889), 15 A ‘
. | L338), 15 App. (0) (1896) App. Ca. 496; 13 R. P. C.
| %;95, WLJChi105; 7 R P.C. 581. (And )sc%zl Ite Dellwik's Patea(:::

o 1:’9-_:-. Q1 .
4 Sect. 26, subesect. §. £ '8:;{3)011' 335'.«05, 13 R. P. C. 591; 65

of course, a Scure Jacias would have lain for want of

That & slieciﬁcation does not end with a distinet statement of

Where a patent has been revoked on the ground of fraud, the
' cmptroller may on the application of the true inventor, made in

495
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Before 1835
no prolonga-
tion except by
speelal Act.

Lord
Brougham’s
I\ Ct ’

CHAPTER XVI.

PROLONGATION OR EXTENSION OF PATENTS (g

Prior to 1835, the term of letters patent could not be extopgy
except by a special Act of Parhiament, The caseg mentioneé
in note(h) illustrate the kind of circumstances under whiy, ,
statutory prolongation of a patent could be obtained (1),

The frequency of applications for statutory assistance SUreested
the propriety of framing some general measure 111'0vidinnt}3r ths
extension of letters patent,-and Lord Brougham’s Ac!? (5 o
Will. 1V. e. 83, s. 8) was eventually passed. Sect. 4 of thy

() The author is indebted to Mr. G.
P. Wheeler, Barrister-at-Law, of the
Judicial Department, Privy Council,
for much information in connection
with this subject.

(0) A patent for anengine for making
stone pipes had been granted to onc
Johm Juite in 1734, The undertaking
<tood stilluntil Jolm Ilwiek purchased
the patent right, and at many thousand
pounds’ expense improved the engine
bevond what it was capable of doing
when first invented.  An  additional
term of fourtcen years was granted in
1743 (16 Geo. 11. c. 25).

Israel Pownoll had obtained a patent
in 1712 for an engine for raising ballast,
suttege, and sand, and for removing
hanks, shelves, and shoals 1n rIvers
and harbours, and completed the engine
hefore his death, but afterwards his
children, being young, could not work
it - and, the patent being expired, it was
not likely to be brought into use with-
out o new grant. It was, therefore,
rencwed for fourteen vears from 1sb

August, 1750 (23 Geo. 1L c. 33,
1740).  Sec also Cookworthy’s case

(1738) (materials for porcelain) (15 Geo.
111, ¢. 52); Liwrdet's case (1773) (16
Geo, I11. c. 29).

David Hartley obtained a patent for
England and the Colonies 1n 1773 for
his method of applying iron plates to
cover the woodworl of buildings and
ships, so as to prevent the action of

fire; and having expended large saps
in experiments to perfees the inventis
and still more money heing requ?;;
without a prospect of recnmpé;e
during the term of the patent, thetern
was prolonged thirfy-one vears, upn
conditions similar to those mentjor:
in the last case, with a further pr
vision that the invention might b
applied in any buildings used in fitting
ont or victualling the King's ships
war without licence from the pateni
(17 Geo. LIL c. 6, 1777).

Dr. Iidward Baneroft had a paet:
in 1775 for the use of certain vegetabls,
arowing spontancously in Ameres, f
dyeing, staining, printing, and paipiz;
certain valuable colours. Having b
deprived of the benefit of his patently
the American war, he was allowed g2
oxtonsion of fourteen years upon 1%
usual terms (25 Geo. IIT .35, 1 .

James Turner had a patent inlidl
for o yellow colour for painting coachs
and other works., Owing to s«
piracies from 1787 to 1789, his sale ¥
almost taken from him. He broughs
one nction to trial, and obtsised 1
vordicts therein (a new trial b
been granted), also an injunctiod bai
he only gained noininal damages, }55 |
was nobt rewarded for his fuventio. |
The term of the patent was extenﬂ;l |
for cleven years from 24th Jllﬂi‘vl'";
upon the following conditions: Tu{hﬂé
was nob to sell the colour gt more
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o declared “ that if any person who now hath or shall
ol . obtain any letters patent as aforesaid—i.e., as grantee,
her-eaftel 01- otherx{'ise—shall advertise in the London Guzette
A ()s and three times in some country paper published in
threte tfﬁlfvflere or near to which he carried on manufacture of
e 0“1g made according to his- specification, or near to or in
<hich he resides 1 case he carried on no such manufacture, or
lmb]ished in the county where he carries on such mnnuf&qture,
o where he lives, In case there shall not be. any Pape}'.pubhshe-d
1 such town, that he inifends to apply fo 11}8 Majesty in 'Coullcill
fr a prolongation of 1115- !;erm ?f sole: using :113(1 Ve}1(1111g his
vention, and shall petition his Majesty in Council to that
diect, it shall be lawful for any person to enter a ccwcr?t at 1_311@
Council office ; and if his Majesty sha}ll refer the C?l]Sldel'ELtl(Z‘)ll
of such petition to the Judicial Committee of the Privy Couneil,
d notice shail first be by him given to any person or persons
«ho shall have entered such caveats, the petitioner shall be heard
v his counsel .nd witnesses to prove his case, and the persons
ehtering caveats shall likewise be heard by their counsel and
witnesses, whereupon, and upon hearing and inquiring of the
whole matter, the Judicial Committee may report to his Majesty
that a further extension of the term in the said letters patent
should be granted, not exceeding seven years; and his Majesty
is hereby authorized and empowered, if he shall think fit, to
aant new letters patent for the said invention for a term not
asceeding seven years after the expiration of the first term, any
law, eustomn, or usage to the contrary notwithstanding, provicead

anythi

20 guineas per ewt. The Act was not
o hinder any person from making any
vellow colour which was publicly used
kefore the date of the patent, but only
sich 8s was of Turner's invention, and
3 was deseribed in his specification.
Every objection which might have been
mde to the said yellow colour not
bing & new invention within the
meaning of 21 Jac. I. sufticient to
lvalidate letters patent should be a
bar to any action brought by virtue of
e det. The privilege was not to be
isigned to more than five persons
32Geo. 111 ¢. 72, 1792).

On March 29th, 1808, the House of

rds made g standing order ¢ that
2 Bill for the purpose ' (of extending
the terins of letters patent) “shall be
'ad & third time iy this House, unless

e

&

1t shall appear that the letters patent
of which it is intended to extend the
term by such Bill will expire within
vWo years from the commencement of
the session of Parliament in which the
application for such Bill shall be made,
and unless it shall appear that the
application to Parlinment for extending
the term of the letters patent is made
by the person, or by the representatives
of the person, who himself originally
discovered the invention for which such
letters patent were granted by his
Majesty ; and that the knowledge of
such invention was not acquired by
such person as aforesaid, by purchase
or otherwise, from the inventor or
owner of the same, or by information
that such invention was known and
pursued in any forgign country,”

K K
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ihat no such extension shall be granted if the application "
petition shall not be made and prosecuted with effect hefoy the
expiration of the term originally grantc< .n such letters patent,”
Various changes in the procedure here described hgye beey
made by subsequent legislation. The Judicial Committeq s
empowered by the statute 7 & 8 Viet. e. 69, s. 2, to recommep
an extensi-n of the original term of letters patent for g peyy
not exceeding fourteen years where 1t was shown thy the
patentec had been unable to obtain a due remuneration for his
expense and labour in perfecting his Invention, and that
additional term of seven years would not suftice for hig rejp.
bursement. Again, the clause i1 5 & 6 Will. IV. ¢, 88, {
requiring a petition for extension to be not only presented, iy
« prosecuted with effect,” before the expiration of the origing
term, was, owing to the circumstances m the case of Bodur;
Patent (¢), repealed by 2 & 3 Viet. e. 67. .
The facts in that case were as follows: An application w;
made in May, 1888, for an extension of the term of Bodmers
patent for cotton-spinning machinery. Caveats were entere
in July. The case came on before the Privy Council on 17t
August, when, according to the rules of practice (d), the opposing
party was entitled to four weeks’ notice of the hearing for the
purpose of preparing evidence. DBefore the expiration of thi
month the Privy Council would have closed 1its sittings, The
case was opened, and adjourned to the 29th of November. In
the meantime the opposition was withdrawn, but the patent
had also expired. It was held that the words * prosecuted wil
offect” meant that something must have been effected, some
conclusion arrived at by the Council before the expiation of the
natent: and no conclusion having been arrived ay, noth%lg
gii'ectetl, the law did not empower the Council to proceed witl

the matter further, or the Crown to grant new letters patent for

an invention open to the public (¢). |

The statute 2 & 8 Viet. e. 67, s. 2—under which Bodme.rs
Patent was subsequently extended (f)——empowere‘d the Ifm'}'
Council to report in favour of an extension, 1 spltP .of fqilure
to prosccute with effect before the expiration of the original term:
where such default arose from other causes than the neglec!

ven years. 1b

(¢) 15 Lond. Jour. Arts. (f) For a term of se e

] T e date 1
Iy 3. C. Rules, rule 2, infra, p. 718.  new patent hf}c
{(:3)) Web. Letts. Pat. p. 58, n.(s); 1 Web. P.C. 710,

als) 1 Web, P. C. 740,

—_——— A A e A = - -
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et of the petitioner. The same section also provided
or detd ctension would be granted upon petitions preseuted
that 1O gbth November, 1839, ‘‘ unless such petition be presented
a.ﬁert%l ) dar months, at the least, before the expiration of such
i enr in any case unless sufficient reason shall be shown
e nc;isfactiofl of the said Judieial Committee for the omission
0 the SR;ute with effect the said application by petition before
X PT?S;:Ition of the saxd term.”” Under the Patents Act, 1888,
thge l]itters patent may be extended for seven, or in exceptional
m:;; tor fourteen years(y), and the petition for extension must
ble presented at least six months before the expiration of the

 original term (7).

The Act of 1883, 8. 25, leaves the law and procedure

relating to prolongation practically unaltered (i). As sect. 1.13
'; aves the rights of all existing patentees, and no prolongation
ot patents granted under the Aqt of 1883 can take effect until
1808, it apears that the provisions of sect. 25 are at present

~aspended, or at any rate so far suspended as rights or

privileges accrued prior to 1st January, 1884, m'e‘ coneerned,
notwithstanding the repeal of the statutes regulating the law
and practice of prolongation at the time when the Act of 1888
was passed (£).  This was the opinion of the Judicial Committee
in Brandon’s Patent ({).

In Brandon’s Patent (1), a petition presented on the 24th May,
1884, for the prolongation of a patent dated the 81st October,
1570, was refused by the registrar as not being presented within
s months of the expiration of the patent, as provided by the
At of 1883, s. 25. The petitioner moved, before the Judicial
(ommittee of the Privy Council, that the petition might be
wmilted.  “ Their Lordships,” said Lord Watson, in aiving the
decision of the Judicial Committee, “ have come to the conclusion
lat the petition presented the 24th May, 1884, ought to be
reeewved. It is obvious thut the petition would not be competently
Peseied if the provisions of sect. 25 applied. But their Lord.
ships are of opinion that those provisions do not apply, and that
the proceeding falls within the exceptions introduced by sect. 113
f the statate of 1883. The provisions of sub-sect. (a) of that
etion must he read distributively, and so read they declare that

‘ﬁj{ §ub-sect. 5. k) See schedule to that Act.
I{_:, Sub-sect, 1, ) (1884) 9 App. Ca. 589: 53
H Adlﬂerqm; term isusedin this Aet 1. J. P, C. 84; 1 R. P, C. 154,

iz, extension, instead of Prolongation.
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the enactments of the new statute shall not affect any paten
cranted before the commencement of the Act. Ang they als,
declare in expreéss terms that those enactments shall 4 affeet
any right or privilege which has accrued to the patentee befor
or at the commencement of this Act. Now, the patent whith
was held by the present petitioner at the passing of thig g,
of 1883 was an exclusive right to use a certain inventiy, for
a definite period of time ; but as mecidental to that rioht he had
by virtue of the provisions of the Act 5 & 6 Will, IV, the furthe;
privilege of leave to apply for a prolongafion of his patent gt
any time before its expiration, upon such grounds as commendeq
themselves to this Board. That right had acerued to hip. He
was in a position, if he had chosen, to make the application
when the new statute came into foree; and their Lordships fing
it impossible, looking to the precise terms of sect. 113, to hoj
that that privilege, which was incident to and part of his paten
richt, was taken away by the provisions of the new Aet; o
rather, they find it impossible to hold that it is not a righ
included in the express veservation made by sect. 113, They
will therefore divect that the petition be received, and the usul
procedure followed.” See also Jablochhofi’s Patent (n), Marshall'
DPatent (n), and Semet and Solvay’s Patent (o).

No new rules relating to petitions for prolongation have been
made by the Privy Council, and 1t 18 understood that it is not
vet intended to alter the existing rules made under § & §
Will. IV. ¢. 83, so that the practice appears to remain unaltered
at present.

Sect. 4 of 5 & 6 Will. IV. e. 83, requires the petitioner to
« advertise in the London Gezette three times, and m three
London papers, and three times 11 gome country paper published
i1 the town where or near to which he carried on any manufac
ture of anything made according to his specification; or nearto
or in which he resides, in case he carried on nosuch manufacture;
or published in the county where he carries on such manufacture,
or where he lives, in case there shall not be any paper published
in such town.”

Rule IL. of the Judicial Committec Rules provides that
““ o party intending to apply by petition, under sect. 4 of the

(m) (1891) App. Ca. 203; 8 R. I. C. (0) (1895) App. Ca. 78; 61 LJ.D.C
981 ; 60 L. J. 2. C. 61, 41: 12 R. P>, C. 10.
(1) (1891) App. Ca. 430.
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id Act, shall, i{z the f}rrlvertisizments (p) directed t(? be pu_blished
in‘ the said sect{on, oive notice of the da,_y on which he mtenc!s
té apply tor o time to be fixed for hearing the matter of his
pelition (which day _shall be not less than four vfreeks from the
qte of the publication of the last of the advertisements to be
neerted in the London Gazette), and ‘that on or before such day
eaveats (7) must be entered.” -The t13ne mi}y be extended, but
- extension will be gra‘nted 1f tl_le 1-nten-dmg opponent’s sole
excuse for not entering his caveat m fime 18 that he did not see
(he petitioner’s advertlsel}wnt (r). | |

Where the patentee resides abroad, and the invention is carried
. under licences, the advertisements should Dbe inserted in
napers eirculating in places wheﬁre the manufacture is actually
coried on (8). ¢ The statute,” said Liord Brougham (s), ““ provides
frtwn cases—the patentee carrying on a manufactory or residing
tt there would be no sense In mserting an advertisement in the
onitewr when the man resides m Paris: that would afford no
protection tv the Queen’s subjects, for whose protection the rule
is intended " (s).

"To entitle an equitable assignee to appear with the legal
assimee of a patent, the name of such equitable assignee must
appear in the advertisements with that of his co-petitioner (2).
“If the statute requires anything to be done which 1s not done,
the Crown has no power to grant a prolongation ” (u).

The Petition.—The next(v) step 1s the presentation of a
petition (y) to the Queen in Council, praying that the petitioner’s
letters patent ““ may be extended for the further and additional
erm of fourteen years, or for such other term ” as to her Majesty
mav seem fit.

s we have already pointed out, in Brandon’s Patent(z), it
appears that the petition need not be presented six months before

(}) Before the Judicial Committee  with the petition, and to appear at the
Rules were made, it seems that notice hearing.

‘A the intention to apply for extension, (r) Llopkinson’s DPatent (1896), 13
ar*d of the day on which applica- R.P.C.114.

tion v‘:ou]d_hp made to fix the hearing (s) Dcrosne’s Patent (1844), 2 Web.
of the petition, were not necessarily P. C. 2.

ligelud?{l m one advertisement, See (1} Tn re Noble’'s DPatent (1850), 7
Eﬁﬁlrds P;lfi‘]_t'f (1835), 1 Web. P. C.  Jloo. P. C. 191,

nt ﬁh(il-_‘]:or & form of the pre- (1t} Per Lord Brougham, ibid. p. 194
by Avertisement, see Appendix, p. (r) See sect. 25, sub-sect. 1, infra,
. ‘ p. 5U8.

P-Ef: For form of caveat, sec Appendix, (7} See Forms, Appendix, pp. 856-8.

LAl persons entering a cavent, (z) (1884) 1 R. P. C. p. 154; 9 App.

G careatore :
(areators, are entitled to I served  Ca, 589.

Caveats.

The petition.

Time when to
be presented.
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the expiration of the patent. The old rule prevails, ang Provii
a petition be mrosecuted with effect’” (a) before the expirationEdf
the term, a petition can be presented at any time, if there]i
time to proceed with it, before the expiration of the Patent (i
If, however, the petition be not “ prosecuted with effect" be&m:

the end of the term, it appears that unless the petition hyg bee
presented six months before the end of the term, the claim 12

prolongation is lost (¢).

The petition should not be presented too long before i,
exviration of the patent, otherwise it may be ordered to sy
over, as the profits aceruing m the meantime might materiyc

affect the question of extension (d).

As the recommendation to the Crown for the prolongati
the term of letters patent is a matter of diseretion in the Judiciai
Committee, it is imperative that the petition for such prolongatiop
should state fairly and fully everything relating to the paten
and an omission to do so 1s generally (¢) fatal to the appli.

tion (). Torms of petition are given in the Appendix (y).

A petition was presented for the extension of a patent for g
foreign invention which had been patented m America priorty
the date of the English patent.

(@) The application for renewal 1s
wprosecuted with effect,” within the
words of the statute, if the party apply-
ing obtains the report of the Judicial
Commiittee before the expiration of the
original patent: Ledsam v, Ilussell, 1
H. L. Ca. 687. But the Crown is not
restricted as to the time within which
it may not act upon such report, and
renewed letters patent are not void
beeause they are dated after the expira-
tion of the patent.

(b) Marshall’s Patent (1891), App. Ca.
430.

(c) See 5 & 6 Will, IV, c. 83, s. 4:
3 & 3Vict.c. 67, ss. 1,2, and 7 & 8 Vict.
c. 69, s. 2, under which it seems to have
been the practice of the Privy Council
to allow & pctition to be presented at
any time,

(d) See Dacintosh’s Datent, 1 Web.
P. C. 739,

(¢) In Pitman's Patent (1871), L. R.
4 P. C. 84, the Judicial Committee
stated that for the future they would
invarinbly acv upon the priunciple that
failure to make a full disclosure of
evervthing relating to the patent, the
term of which it was desired to extend-—
e.q., particulars as to foreign patents—
should be frtal to a patent. .In Ke

It appeared that the American
Hutclhinson's Pafent (14 Moo. P. (, |

364}, material facts showing the title¢!
the petitioner were disclosed inevideree
which were not stated in the petition
for prolongation. The hearing ws
postponed, and an amendment of ik
petition allowed. The date of this case,
however, was 1861, so that it isnota:
exception to the rulein Pitman's Pk,
which was laid down in 1871, Butix
Reece’'s DPatent (Eng. Rep, Janusr
March, 1881, XIV.), a petitioner wh
had, in ignorance of the Privy Counci:s
rule, omitted in his petition to give i
proper information as to his forim
patents, was allowed, on apolicstioz
made before the hearing, to correct ik
omission by adding a supplemenia
paper. This does not, however, a
¢ravene the decision in Pifman's Pater.
a» the petition was amended before i
case came on, vide Adair's Patent (180
L. R. 6 App. Cas. 176, 8t p. 180.

(f) Inre Pitman’s Patent (1871
supra; In re Johnson's Patent (1511
L. R. 4 P. C.75; cp. also Inre Clarki
Patent (1870), L. R. 3 P.C.421;7 ¥x
P. C. N, 8. 2553 I e Horsey's Pok:
(1884), 1 R. P. C. 22o.

(7) At pp. 856, 858.

%
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afent had expired, was subsequently renewed, and would finally
an end in August, 1876. These facts were not stated
Extension refused (.

A petition was presented nominally by one company, but really
<5 for the benefit of another company, tc which the shares of
. rmer had been transfers A. . ;> :iiiement of the fact
appee in the petition, and @ real‘ - were nly brought
wrvard Dy the Attorney-General., Petr’inr usmissei (i).

{ limited company, who were the registered assignees of

I Horsey's Patent (No. 8145 of 1870), presented a petition for the
prolongation of the te: 1 of such 1Latent. The company consisted
wainly of seven perso: s, to wrom 2 share each was given, to
| ennblé the requirements of th~ voint Stock Companies Act to be
Jiterally complied with, bat ‘ne caly persons really interested
sere the patentee and a creditet of his for money borrowed.
These facts were not statec . the petition. Held, the! the
requisite good faith had not been observed by the petitioners,
and the prayer of the pefition wust, therefor.. be refused (£).

One of several joint patentees ¢.-ed o1 tin Lanufacture of
he patented article ir combinat.c.. with t 2 wi.nufacture of
aher articles.  No allusion to that fact was .. ¢ in the petition,
wor was there any * iatlon in tha accon: ¢ that uny other

manufacture excepting that ~f > paton. 1 article was so
arried on. Ixtension refused \[).

A petition for extension may be presented bv any person wlho Who may be
i for the time being entitled to the benefit ot the patent, the term of Petitioner.
which it is sought to extond.  Under ue clause in 1talies, which
5 the definition of ¢ ;.~tentee’ given by sect. 46 of the Palen ~
Act, 1883, the following n » ¢ inay petition for extension : --

L, The originar - stentes, « he'her mventor or merely importer The patentee.
of the patent. .- 1y - importer, however, bei.g less

(k) Inre Pitman's (15.1), 7" patent™: per Sir J. W. Colville. Cp.
tupra. * It is desirable o1 2L those whe  oAdair'~ Z.ufent (1881), L. R. 6 App. Ca.
wme to oppose a pate. -+ Fan'd “aow  176; 50 L. J. P. C. 68. The remunera-
the precise circumstance: . i i o pos-  tion which a patentee has obtained

“ble conditions on whicl cnewal  from foreign patents, as well as from
ada granted, and therefoce i <wes  his Euglish patent, should be stated.
Pbear to their Lordships that this was (i) Jieece’s Patent, Eng. Rep. January

:}Imfeutl}' a case i1 which the sugges-  to Marvch, 1881, XIV.

Il’DIrla of ME' archibald in Re Johmson'’s (+, Lle Horsey's DPatent (1884), 1
b:-l iﬁt_{ls;l),L. R.4P.C.75 approved  R. ¥, C. 225,

Iﬁlluweg Lordships, should have been () In re Yales and Kellelt's Patent
L oved, and that there should have  (1887), L. R. 12 App. Ca. 147; 4 R. I, C.
= full disclosure of all the circum-  150.

“ances relating  to the American
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than that of an inventor (m), the Judicial Committee regards
such applications with jealousy, and will carefully consider the -
merit of the invention imported (1). |

A petition was presented for the extension of the term of
a patent imported from abroad. The importers had embaried
a large capital upon machinery in trymng to introduce it to
ceneral use, and incurred considerable loss 1n so doing. Exten.
sion of letters patent for six years granted (o).

C. imported an invention from Paris, patented 1t in England,
and assigned it for 8,000l. to a joint stock company, whose
trustees petitioned for an extension on the ground that the com. |
pany had expended 23,000l in carrying out the invention, and
that the profits made had not compensated for the losses incurred.
In delivering judgment, Sir John Jervis sald : ‘‘ Kach case must
be dealt with according to its own particular circumstances, and
their Lordships have looked at this case as to the merits of
Claridge as the inventor according to the striet meaning of that .
word. He introduces, not a piece of complicated machinery,
or o manufacture of difficulty or science, but something in
veneral use at Paris. . . . . He does obtain a patent, and forms
a joint stock company, and receives 8,000l for the introduetion
of a well-known substance from a foreign land; so far as he is
concerned, he has had adequate satisfaction for any merits he
had in the introduction. We must take this case upon the basis
of the original importer’s merit, taking into consideration that -
those who now apply entered into a commereial speculation with -
a full knowledge of all the circumstances, and with the expecta-
ion of a profit, whieh, if they have not got, is no reason to entitle
them to call upon us to grant this application ™ (p).

9. The executor (q) or administrator (r) of a deceased patentee.

Where it appears on the face of a petition presented by the
equitable owner of the patent of which extension is desired, that
the legal personal representative of the patentee may possibly --
have an interest in the patent, such legal personal representative

will be added as a co-petitioner.

(m) Soames' Patent (1843), 1 Web. P. C. 187. !
P. C. at p. 783 ; Johnson's Patent (1871), (p) Claridge's Patent (1851), 7 Moo.
L. R. 4 P. C. 75: Pitman's Patent P. G, 394, : |
(1871), L. R. 4 P. C. 84 ; Adair's Patent (g) Cp. In re Bodmer's Patent (1849),

(1881), L. R. 6 A. C. 176. 6 Moo. P. C. 469.

(n) Claridge's Patent (1851}, 7 Moo. (1} In re Downlon's Paicnf’(IBBQ), 1
P. C. 894; cp. Bell's Patent (1846), 2 Web. P. C. 565; In re Heatl's Pafens
Web. P. C. 159. (1858), 2 Web. P. C. 247.

(0) Inre Berry's Patent (1850), 7 Moo.
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A petition was presented for the prolongation of & patent by
C., a son of the patentee, who had acquired an interest in the
patent for the benefit of his mother and sisters from L., to whom
t had been assigned by the trustee in liquidation of the patentee.
The patentee had, up to hie death, worked the patent under a
verbal agreement with L., that L., when he had been paid 500L.
ont of profits, would settle the patent on a member of the
patentee’s family. The patentee had paid 800!l. at the date of
his death, and C. paid 200l. subsequently. The patent was
nanded over to C., but no assignment was executed by L.. The
Judicial Committee intimated that the legal personal repre-
sentative of the patentee ought to be a party to the petition,

which was amended accordingly (s).

3. Assignecs.
The power of the Crown to extend letters patent is not confined

to grantees, but extends to assignees; and such renewed letters
patent, granted to the assignee, were good by the statute 5 & 6
Will. IV. c. 83, independently of the express provision n 7 & 8
Viet. ¢. 69, s. 4 ().

The following extract from the judgment of Lord Romilly,
M. R., in Norton’s Patent (), shows very clearly the considera-
tions which guide the Court in dealing with applications for
extension on the part of assignees: ‘It must always be borne
in mind that the assighee of a patent does nof, unless under
peculiar circumstances, apply on the same favourable footing
that the original inventor does. The ground that the merits
of the inventor ought to be properly rewarded in dealing with
an invention which has proved useful and beneficial to the
publie, does not exist in the case of an assignee, unless the
assignee be a person who has assisted the patentee with funds
to enable him to perfect and bring out his invention, and has
thus enabled him to bring it into use.”

Another view of the principle on which applications on the
part of assignees are entertained by the Judicial Committee was
given by Lord Brougham in Morgan's Patent(z) : * Their Lord-
s]_lips have always been used to consider that by taking into their
view and favourably listening to the application of the assignee,

(8) In the matter of Willacy's Potent 14 L. J. Ex. 353: and in H. of L. 1
(1888), 5 R. P. C. 690{. d H. L. Cas. 687. ’
W(l‘) dtussell v, Ledsam (1845), 14 M. & (1) (1863) 1 Moo. P. C. N. 5. 339; 11
& i4; 12 _‘L J. Ex. 439; judgment W. R. 720.
atirmed in Exch. Ch. 16 M. & W. 633 : (r) (1843) 1 Web. P. C. 737.
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they are, though not directly, yet mediately and conaequentiaﬂ)- |
. . . .as it were, giving a benefit to the mventor; becausg
the assignee is not remunerated at all, it might be said that the
chance of the patentee of making an advantageous conveyane,
to the assignee would be materially diminished, and, cong.
quently, his interest damnified. For this reason, consideratig,
hes been given to the claims of the assignee who has an interey
in the patent.” |

In Bower-Barff Patent (y), 1t was stated that no extenﬁion
should be made to an assignee unless the mnventor would directly
or indirectly obtain an advantage from it, and the circumstanceg
are such that, if the application were made by the inventor
himself, it would be granfed. .

Tt will be found that all the recorded successful applications,
on the part of assignees, for the extension of letters patent, can
be justified by reference to one or other of the principles stated
in the extracts above quoted—the benefit of the public, and the
benefit of the mventor.

A joint stock company purchased a patent for a sum of money
paid to the patentee, and the allotment to him of a number o
paid-up shares, and spent a large amount of money 1n & bond fide
endeavour to bring the invention, which was highly meritoriou,
into public use, without profitable result either to the patentee or
to themselves. Ixtension granted (s). |

The assignees of a patent for improvements in machinery
petitioned for extension. The invention was of great commercil
value, and the petitioners had embarked a large capital in bring
ing the patent into use, but the machinery was expensive, and
heavy losses had been sustained. Extension granted (a).

Petitioners were a company who bought a patent and mades
considerable sum of money by selling their shaves at a premiun |

() (1895} App. Ca. 675; 12 R. P. C.
383. 'I'he position of an assignee was
discussed in a later case, Re Hopkinson's
Patent (1896), 14 R. P. C. 3.

(2) Houghtow's Patent (1871), L. R. 3
P. C. 461.

(«t} Berry's Patent (1850), 7 Moo. P. C.
187." Lord Brougham said in this case,
«“ The patent law is framed in a way
to include two species of public bene-
factors: the one, those who benefit by

- their ingenuity, irdustry, and science,

and invention and personal capability;
the other, those who benefit the public
without any ingenuity or inventica of

their own, by the importation of the
results of foreign invention. In this
case certain parties have, by ther
adventurous spirit and by the outlss
of capital, benefited the public in pro
portion of the value of the foroign
invention in question, which, but i
that adventurous spirit and outlss of
capital, would not have been available
to the people of this country. That,
therefore, is to be considered as a solid
claim to the exercise of the gues
legislative power which the statute
vests in this Commission.”
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on the Stock Exchange. Ixtension was refused, on the ground
that the petitioners had teken over the invention as a speculative
undertaking, and not for the purpose of benefiting the public ().

A company bought a patent for the purpose of trading with it,
and not for any purpose by means of which any benefit could
come to the original inventor, who had not only parted with all
:nterest in it, but had died since the assignment. Extension
refused (¢).

An assignee petitioning for the extension of the term of a
patent was required fo secure to the mmventor an annuity (d), or
o share of the profits(e).

Assienees petitioned for the extension of a patent.
patentee had parted with his interest for a large sum of money.
Extension granted to the assignees without conditions (f).

If there be & mortgagee of the patent sought to be prolonged,
he should be & party to the application (g).

Under the Act of 1883, the petition for extension must be
presented at the Privy Council Office at least six months before
the time limited for the expiration of the patent (&). The right,
however, to present, under .Lord Brougham’s Act, a petition for
the prolongation of a patent at any time before the expiration
of the patent, 1s a right or privilege acerued under those enact-
ments, and 18, therefore, saved by sect. 113 of the present Act,
in the case of patents existing at 1its commencement (i). In such
cases the old law still prevails, and the petition for prolongation
may be presented at any time, provided that it is prosecuted
with effect during the existence of the patent (j). The petition
may be presented pending an appeal from the decision of a Court
declaring the patent invalid (%).

By the Rules the petition must be presented within one week

Moo. P. C. 543.

() Sillar's Patent 51882), Goodeve,
9) Church's Patent (1887), 3 R. P. C.

P.C. 581; cp. also Electric Telegraph

The

Co., per Lord Langdale, M. R., cited in
Goodeve, P. C. 554.

(¢) Norton's Patent (1863), 1 MMoo.
P. C. N. 8. 839.

(d) Whitchouse’s Patent (1838), 1 Web.
P. C. 476 Markwick’s Patent (1860},
13 Moo. P. C. 810; Russell v. Ledsam
%%45), 14 M. & W.574; 14 L. J. Ex.

(¢) Hordy's Patent (1849), 6 Moo.
P.C.441; Mortow’s Patent, Eng. Rep.
April to June, 1881, VII.

[_f! Bodiner's Patent (1849), 6 Moo.
P.C. 168; Napier's Patent (1861), 13

at p. 100.

(&} Patents Act, 1883, sect. 25, sub-
sect. 1.

(1) Brandon’s Patent (1884), 9 App.
Ca. 580; 63 L. J. P. C. 84; 1 R. P. C.
1564. Subject to sect. 25 of the Act of
1852 ; see Jabloclhkoff’'s Patent (1891},
38.10. 293; 60 L. J. P.C. 61; 8 R. P.C.

(/) Sce Marshall’'s Patent (1891),
App. Ca, 430.

(£) Lane-Fox’s (1892), 9
R. P. C. 411,

Patent
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from the insertion of the last of the advertiscments requireg to;
be published in the London Gazette ({). L

All petitions must be accompanied with afiidavits of advertigs.
ments having been inserted according to the provisions of Lgyg
Brougham's Act, sect. 4, and the 1st and 2nd of the Rules of the
Judicial Committee (m). ,

There is no affidavit venfymg the petition; the evidenca:ip
support of the petition is given at the hearing.

On or before the day fixed for that purpose in the advertise.
ments (1), any person may enter at the Council Office a cavoat (o)
addressed to the Registrar of the Council, agamst the extension
prayed for in the petition (p).

There is no requirement of interest in an opponent to the
prolongation of letters patent, such as exist 1 the case of
opposition to the grant of patents(q), or the amendmen o
specifications (7).

An alien resident abroad, who was interested in an English
patent by a foreign inventor, and who had also considerable
dealing in this country in respect of sales of the patented
machine, and in granting licences for the use of such patent,
was held, under the circumstances, to have such a locus standi gs
would entitle him to oppose the extension of an Knglish patent
which would interfere with that in which he was interested (s), -

The caveat must be entered in the name of the opponent
himself, and not in that of a patent agent (f). Every person
entering a caveat is entitled to be served with a copy of the
petition for prolongation, and no application to fix a time for
hearing is allowed to be made without an affidavit of such
service being produced. All parties served with petitions-are
required to lodge at the Council Office, within -a fortnight after
such service, notice of the grounds of their objections (u).

Under the repealed Acts, it was unnecessary for an opponen
to the prolongation of letters patent to give purticulars of the
objections on which he proposed to rely. It was sufficient to
state generally the grounds of objection (). The present Act

(l) J. C. Rules, rule 3, infra. 1) Invre Schilumberger sPatcnt(lBﬁ)

(n)d. C. Rulef; rule 4. 9 Moo. P. C. 1.

(n) J. C. Rulef;, rule 2, (t} Lowe's Patent (1852), 8 Moo. P, Gl

(0) See Form, Appendis, p. 854. (t) J. C. Rules, rules 5 and 6. For

( p) Patents Act 1883, sect. 25, sub- forms of objections, see Appendix, p
sect. 8064. |

(7) ﬂ)!d sect. 11, sub-sects. 1 and 3, (x) Ball’s Patent (1879), L. R. “PP

(r) ITbid., sect. 18 sub-sects. 2 and 4. Cas. 171 48 L. J. P. C. 24,

J
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contains no provision aitering this p-mctice, and in & recent
case (y) successful opposers were permitted to ‘give' evidence of
an instance of prior user not stated in the particulars, but their
costs were disallowed.

The Attorney-General, on behalf of the Crown, is entitled
to give evidence of objections to the extension of a patent irre-
spective of the particulars (2). | |

A party applying for the extension of letters patent must give
rour weeks' notice of the time appointed for the hearing to any
person who has entered a caveat against such extension (a) ;
and, according to the usual practice of the Judicial Committee,
is required to advertise the day fixed in the London Gazette, and
n two other newspapers named in the order (D).

Not less than a week before the day fixed for hearing the
application, the petitioner must lodge at the Council Office
six printed copies of the specification, and also four copies of the
halance-sheet of expenditure and receipts relating to the patent
in question (c).

In the event of the applicant’s speecification not having been
printed, and if the expense of making six copies of any drawing
therein contained or referred to would be considerable, the
lodging of two copies only of such specification will be deemed
suflicient («).

In Re Bell's Patent (¢), an unintentional omission to comply
with the above rule as to copies of the specification was not held
to be fatal; but the Judicial Committee imtimated that their
leniency upon this occasion must not be used as a precedent, and
their Lordships may refuse to go into accounts which have not
been filed within the prescribed time (f).

The Hearing.—Under 7 & 8 Viet. e. 69, s. 8, the Judicial
Committee may appoint one of the clerks of the Privy Council
to take any formal proofs required to be taken in dealing with
the matter before them, and may proceed on the clerk's report
as 1f the proofs had been taken by the Committee itself. This

(4) Stewart's Patent (1886), 8R.P.C.  tomary to lodge eight copies of the
. balance-sheets.
(2) Ball’s Patent, ubi supra ; Stewart's (d) J. C. Rules, rule 9.
Patent (1886), 3 R. P. C. 1; Church’s . e) (1846) 2 Web. P. C. 159.
Patent (1886), 3 R. P. C. 101. 2 f)} Chatwood’s Patent (1873), L. R.
(a) J.C. Rules,rule 2. But the time 5 P. C. 88, n.; and Johnson and
may be extended. Atkinson’s Patent (1873), L. R, 5 P. C.
b) Lawson, p. 444, 87.

¢} It has of recent years been cus-

009

The hearing.
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section was not repealed by the Patents Act, 1883. Ungy
sect. 28 of the Patents Act, 1888, the Judicial Committee maly:
call in the aid of an assessor specially qualified (sub-sect, 9
may try the case wholly or partially with the assistance of BuchIl
assessor (sub-sect. 1), and may determine his remuneration’
which is to be paid in the same menner as the other expenge
of the execution of the Aet (sub-sect. 3). §
At the hearing, the petitioner and any parties opposing may
appear either by themselves or by counsel. ’-
The Attorney-General, in accordance with a rule laid down
by the Judicial Committee in Erard’s Patent (9)—the first appli.
cation for extension under 5 & 6 Will. 1V, c. 88—always appears
to wateh, on behalf of the Crown and the public, the progress
of extension petitions, whether opposed or not, and is entitled
to set forth his views, although no caveat has been entered (k).

.+ In Pettit Smith’s Patent (), an application by the Lords of

the Admiralty to enter a caveat and be heard against the
petitions, such caveat 1ot having been filed within the time
required by the rules, was refused, on the ground that the
Attorney-General represented the interests of the Crown as well
as those of the public.

Unless parties opposing have distinet and separate interests,
not more than two counsel will be heard upon either side (7).

Subject to two qualifications—viz., that the advertiscments
must be proved first in the case (), and that when the accounts
are primda facie unsatisfactory, the petition will be dealt with
without reference to the merits (1), the Judicial Committee follows
as closely as possible the rules of evidence in courts of law (m). .

The Grounds of Extension.—Speaking generally, the applicant
must prove two things: that the invention has unusual mer,
and that he has been insufficiently remunerated for his work (n).
It is thought that the law bearmg upon the subject is accurately
stated in the following propositions :—

I. As regards the eatension of letters patent, the Judicial
Conunittee consider that they represent the Legislature to a certain

() (1835) 1 Wweb. P. C. 557, n. {(a}); P.C.0.
and seec Whitchouse’s Patent (1838), ()) Saxby's Patent (1870), L. B.

1bid. p. 474. P. C.292; 7 Moo. P.C. N. S. 82; Inre -
(h) Pettit Smith's Patent (1850), T Clark’s Patent (1870),1bid. 421 ; ibid. 2.

Moo. P. C. 133. (m) Erard’s Patent (1835), 1 Web.
(i) In re Wooderoft's Patent (1841),8 P. C. 557, n.{(a).

AMoo. P. C. 172, n, (n) Livet's Patent (1892), 9 R. P. C.

(k) Perkin's Patent (1845), 2 Web.,  3827.
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degree, and that they are ‘ﬂim-ested with somcw]_tat sumilar powere
of discretion 1o those exercised jformerly by Parliament (o).

The extension of letters patent has never been granted as a
matter of course (p).

The Judicial Committee have, as a general rule, recommended
an extension of the term of letters patent on grounds similar to
those adopted by the Legislature, and recited in the old acts of
prolongation (g)- _ _

But it has never been their course to put themselves precisely
in the situation of the Legislature, and never to grant an
extension in a case where an Act of Parliament would not have
been obtained (). Lord Brougham’s Act was passed with the
view of providing a remedy easier and cheaper than a petition
to Parliament, and better in this respect, that it took account
of cases which never would have prevailed on the Legislature
to make a new personal law prolonging the monopoly, but
meritorious enough as regards the individual, beneficial enough
as regards the publie, and deficient enough in remuneration,
to justify mterference (s).

II. In considering their decision, their Lordships have regard to
the nature and merits of the invention in relation to the public,
o the profits made by the patentee as suci, and to all the
circumstances of the case (t).

The Patents Act, 1883, sect. 25, sub-sect. (4), from which this
proposition 1s taken, does not alter in this respect the practice of
the Judicial Committee under the repealed Act (x).

The petitioner for the prolongation of letters patent is bound
to prove—(a) that the invention is meritorious; (b) that everything
in the power of the parties interested has been done to bring out
the invention, and to turn it to advantage ; and (e) that owing to
circumstances beyond his control, he has been unable to obtain
an adequate remuneration (). .

(@) 1t is, of course, impossible to define strictly the degree of
mertt which will induce the Jndieial Committee to extend the

(0) In re Morgan’s Patent (1843), per  Patent (1856), 10 Moo. P. C. 488.

Lord Brougham, 1 Web, P. C. 739 : cp. (q) 1 Web. P. C. 557, n. (a).
Erard’s Patent (1835), 1 Web. P, C. (r) In re Morgan's Patent, ubi supra.

aé’i‘,rn. (@); Inre Soames' Patent (1843), () Inre Soames’ Patent, ubi supra.
1 Web. P. C. 783; Perkin's Patent () Patents Act, 1888, sect. 25, sub-
(1845}, 2 Web. P. C. 18. sect, (4).

( ) I:L r¢ Jones' Patent (1840), 1 Web, (#) Newton's Paltent (1884), I, R. 9
E. U. 579; Inre Derosne’s Patent (1844),  App. Cas. 592; 1 R. P. C. 177.
: Web. P, C. 4; Inre Honiball's Patent (¥) Markwick’s Patent (1860), 13 Moo.
(1655), 9 Moo, P. C. 378; Cardwell’s P, C. 810,

oll
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term of a patent. A few leading principles may, however, 1,

referred to with advantage.

The ordinary merit, which would sustain a patent in .the ﬁ?sé |

instance, is not sufficient to justify an extension of the term (1),
““The law presumes some merit in a patent by the mepy,

granting of it,” said BSir William Grove in the case of Stongyy

Patent (y) ; “in practice very little rmerit will do, and I qg g
know that the . . . . law officers of the Crown, who advise th
Crown, go info merit, in the sense in which it is used in
Board, further than seeing that the invention, or allegeq

invention, is not an absurd one. The theory, therefore, of

patents 1s that they are granted ex mero motw by the Crowp,
on the recommendation of the legal advisers of the Crom,
upon primd facie novelty and primd facie merit. But, t
induce the lords of the Privy Council to extend a patent, they

must be something more than that; in other words, there mug .

be more merit than would merely support a patent in a coul

of law.” .
In the word ‘‘ merit,” as used in this connection, two distinet

ideas seem to be involved—the exercise of invention or ingenuity
on the part of the patentee, and the utility of the invention f

the publie.
These two elements are not, however, of equal importance.

A patent for an invention which was ‘ very small in poin of
discovery,” but useful and of great benefit to the public, maybs .

extended (2). e
On the other hand, the Judicial Commuittee would probably

refuse an extension of letters patent for a comparatively worthles
or trivial invention, however ingenious (a). It has already been
shown (0) that the importer of a highly meritorious inventicn
may petition successfully for the prelongation of letters patent
which he has obtained for it, and that the Judicial Committes
will also recognize the claims of an assignee who has incurred
expense in bringing a useful patent into public use.

Upon the same principle, it is not the person who merls
displays ingenuity in throwing out the idea of the possibility ol

doing a thing, but the person who follows out that suggestion, .

() Stoney’s Patent (1888), 5 R. P. C. P. C. 416; Beanland’s Patent (18874
at p. 521, per Sir William Grove; R. P.C.at p. 491, per Lord Hobhous.
Steaine’s Patent {1837), 1 Web. P. C. (a) Beanland's Patent, ub: suprs.
559. (b) See supra, p. 503.

(z2) Derosne’s Patent (1844), 4 Moo.



PROLONGATION OR EXTENSION OF PATENTS.

and after repeated experiménts gives it a practical application,
that is the real benefactor to the public, and possesses that
description of meri which constitutes one of the grounds for
extending the term of a patent (c).

The following considerations do not weigh against the merit
of an invention :(—

That only a small step was made in advance of existing
knowledee—the whole history of secience being a continued
ustration of the slow progress by which the human mind
makes its advance in discovery (d).

‘That such improvements on the original invention had been
made hy the patentee (¢) that no person would after these ever
think of using the invention as it originally stood ; if such an
argument were to prevail, any improvement made by the patentee
upon the patent would at once take away the patentee’s right to
obtain an enlargement of the term ( f).

That the patentee’s invention consisted of improvements upon
a former patent taken out by him iIn consequence of & communi-
cation from abroad, such improvements being novel and of public
utility ().

That the working of the invention under the original patent
has been altered during the term (/).

The following circumstances weigh against the merit of an
mvention :—— |

That it has not been brought into public use(i). The
presumption arising from non-user will be considered in dealing
with the duty of a patentee to employ every means of making his
imvention & eommercial success ; but non-user is not necessarily
fatal ; it may be explained (£).

That it would exclude the public from the use of well-known
sanitary agents. This may seem a somewhat special issue to
take notice of, but it has been raised in several cases, of which

) In re Bett's Patent (1862), 7 L. T, must, however, have possessed utility.
N. 8. 917; 1 Moo. P, C. 49, 61; cp.  Bell's Patent (1846), 2 Web. P, C. 160.
Wooderoft's Patent (1846), per Lord (9) Bovill's Patent (1863), 1 Moo. . C.

Broughpm, 2 Web. P, C. at p. 23. N. S. 348. -
P(g] Fgrjrzrrzvs‘ Latent (1843), 1 Web. (1) Heatl's Patent (1853), 2 Web. P. C.
. C. 735. 247,

e} dAliter, where the invention in its (i) Adllaw’s Patent (1867), L. R. 1
improved form was imported by persons P. C. 507; Normand's Patent (1870),
aPther t1m13 the petitioner. Woodcroft’'s 1. K. 3 P. C. 198.

atent (1841), 1 Web, P. C. 740. (k) Southby’s Patent (1891), App.Ca.
. () Galloway's Patent (1848),1 Web.,  432; 8 R. P. C. 433.

- Coatp. 727, The original invention

k. 1, I,
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Sillar’s Patent () may be taken as an instance. Here gy
extension of the patent would have prevented any memberg
of the public from using alum, clay, and charcoal in stateq
proportions for the purpose of deodorizing manure. The
petition was dismissed. ‘The question,” sald Sir Barne
Peacock, delivering the judgment of the Judicial Committee
¢ ig whether this patent is of such utility as to justify the
renewal of the patent, excluding the public, upon this gener
specification, from the use of those ingredients for the purpose.
of deodorizing sewage, the use of two of those ingredients—viz, |
alum and chareoal—being well known.”

(b) Where a patentee has intentionally delayed for a length
of time attempting to put his invention into practice, an exten.
sion will not be recommended, unless he can show some
reasonable excuse, such as want of funds, for the delay (m).

The fact that a patent, in spite of the cfforts of the patentes,
has not come into public and general use, raises a strong.
presumption agamst its utility (). Bubt m all cases whare the
utility of a patent has not been tested by actual employment
the question to be considered is whether the evidencs was
sufficient to rebut the presumption arising from 1its non-use
that the invention is one of no praetical utility (o). .

This presumption may, however, be rebutted by such evidence
as the following :—

That, from the nature of the invention, it would not be likey
to come into immediate use, or was only capable of being employed
to a limited extent (p).

An application on behalf of a patented knapsack was supported
by very favourable reports from officers who had examined
it. It was deposed that the fact of nine out of ten men i o
infantry becoming flat-chested was to be attributed to the one
in ordinary use. Some hundreds had been expended on 1t by

() (1882) Goodeve’s Patents, 581; DMoo. P. C. 164 ; Bakewalgs Pamft
ep. MeDougall's Patent (1867), L. R. 2 (1862), 15 Moo. P. C. at p. 3801; Allan's
P.C.1; 5Mo00.P.C. N.S.1; McInnes’'s Patent (1867), L. R. 1 P. v. 307; d
Patent (1868), L. R. 2 P. C. 54; 37 DMoo. P. C. N. S. 443 ; Herbert's Patent
L. J. P.C. 23; 5 Moo. P. C. N. 8. 78. (1867), ibid. 800; L. R. 1 P C. 3995

(n) In re Cardwell’s Patent (1856), Hughes's Palent (1879), 4 App. Ca. 174;
10 Moo. P. C. 488; cp. Wright's Patent 38 L. J. P. C, 20. |
(1839), 1 Web. I'. C. 5756 ; Southuorth’s (0) Ibid.; 48L.J.P.C.20; Southb%s
Patent (1887),ibid. 486 ; Pieper's Patent  Patent (1891), App. Ca. 432; 8 K. P. G,
1895), 12 R, P.C. 292; Dolbear's Patent  433.

18903, 13 R. P. C. 203. (p) Jones's Patent (1840), 1 Web. P.C.

(n) Wright’s Patent (1859), 1 Web.,  577.

P. C. 875; Simister’'s Palent (1842), 4
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the patentee, but hitherto xfithoui:, return:. The committee,
allowing their doubt as to 1ts utility, arising from its not
having been adopted by the Government, to be slightly founded,
in the absence of evidence of its failure, recommended its
extension for five years (q).

A patentee presented a petition for prolongation of his patent
« improvements 1n sluices and flood-gates.” He satisfied the
Judicial Committee that his invention was meritorious, but was,
from its nature, only capable of being employed to an oceasional
or limited extent. Ten years’ extension granted (r).

That, from curewmstances beyond the control of the patentee, the
merits of the patent had not been appreciated (s).

(1) A patent for preserved meats was extended for five years
on the grounds that the patentee had used every exertion in his
power to introduce the invention, and had expended large sums
in so doing, but, by reason of the distrust with which the »ublic
viewed preparations of that nature, the inadequacy of the
natentee’s means, and his want of influence with public boards,
he had been prevented from obtaining such a fair trial as wounld
lead to the adoption by the public of his invention (i).

(2) The patentee of an invention, which had never been
brought into public use during the period of fourteen years,
accounted for the non-user on the ground that the invention
wes of such a nature that it could only be carried out by
a company, which he had failed to form. It was held that the
explanation was not sufficient to rebut the presumption against
the practical utility of the patent, and an extension of the term
was refused (u).

(3) The patentee of a captain’s bridge, constructed as a self-
lanching life-raft, petitioned for prolongation on the ground
that, owing to illness and other circumstances beyond his
control, he had not been adequately remunerated. It was
proved that for nearly eight years he had been practically
meapacitated for business in consequence of a railway aceident.
The invention had been awarded prizes at exhibitions, but had

never been brought into actual use. Extension for seven years
was granted (.r).

(9) Berrington’s Patent (1852), cited () Paync’s Patent (1854), cited in

by Coryton, p. 225. Higgins's Digest, p. 111.

50((;) Stoney's Patent (1888), 5 R. P. C. (#) Brkewell's Patent (1882}, 13 Moo.
=k , _ P. C. 385.

D(E} é\ﬁilnmns Paient (1839), 1 Web. (x) Roper's Patent (1887), 4 R. P. C.

<o L. 903, 201,

L L 2
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\

(4) The ii'}trod.uction of a patent for the improvement of thy
spinning jenny wasg violently resisted by the trade, so that the
patentee received no adequate remuneration during the teyy . -
Extension granted for seven years (¥). g

(5) Extension has been granted when a patentee or his assigneq
has been prevenfed by necessary litigation from reaping his-
reward during the original term (2). Disputns between the
co-owners of a patent will not justify the failure of a petitioner
eor extension to bring the invention into public_use {a). Negl:
aence on the part of a patentee In restraining infringement s
o, pood ground of opposition for extension (b). S

"That he has at all times been ready to give the public the bcncﬁt |
of lis invention (¢).

That the circumstances have ceased which prevented the
patent from being lucrative, and that it s really coming . into
use ().

(¢) A petitioner for the prolongation of letters patent must
satisfy the Judiclal Committee that, regard being had to sll
the circumstances of the case, he has not received a remunera.
tion adequate to the merit of his invention and the fime and .
money he has properly expended in working 16(f). In one
case it was pointed out that patentees who had received over
200,000{. could hardly expect prolongation ; hitherto prolon-
gation has not been allowed in any case where the patenfee
has obta.med 20,000{. from his invention (g), but there 1s no
binding rule.

The chiet difficulty which the petitioner has o overcome
is to present accounts showing, In & munner which admits of

() Dobert's Iatent (1839), 1 Web.  objection to a renewal of the tem,
P. C. 578 3 ¢p. Stafford's Patent (1838), the merits of the invention and
1bid. 563. loss incurred in carrying it out being

(z) Peltit Smitl's Patent (1850), 7 established. *
Moo. P. C. 183 ; Heatl's Patent (1853), (¢) Forms of account in a recent

9 \Web. P. C. 217. case, which were considered satis-
(«) Patterson's Patent (1849), 6 Moo. factory by the Judicial Comimittee, are
P, C. 469. given in the Appendix, p. 861.
(b) Simister's Patent (1841), 1 Web. (f) Bate's Patent (1830), 1 Web.
P. C. 724, P. 0. 739 Southworth’s Patent 183?},
(c) Stewart’s Patent (1886), 3 R. P. C. ibid. 486; Downtow's Patent 1839),
7, 10. ibid. 565: Derosne’s Patent (1844), 2

(d) Per Lord Brougham in TFoed- Web. P. C. 1 Nussey and Leachmaﬂ:s, |
eroft's Patent (1846), 2 Web. P. C. Patent (1890), 7 R. P. C. 99 ; Lake'
09" In Foarde's Patent (1855), 9  LPafent (1891), App. Ca. 240; 8R.B.C.
Moo. P. C. 876, it was held that the 230; 60 L. J. P. G, 57,
fact of an Act of Parlinment having (g) Thomas’s Patent (189:?*),9RP-0-
passed which wounld compel the use  307.
of the petitioner’s patent formed no
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o controversy, the amount of remuneration which in every
poiht of view the invention has brought to him (%).
1t is not for the Judicial Committee to send back the accounts

o1'f

pop further particulars, nor to dissect the accounts for the purpose .

of surmising what might be their real outecome if they were
differently cast; it 1s for the applicant to bring his aceounts
hefore the committee in a shape which will leave no dqubt
as to what the remuneration has been that he has received:(h).
fn one or two cases () the hearing of a petition has been
adjourned to enable a petitioner to produce better evidence
as to his profits, but this was merely an exeeptional indulgence,
and in all probability would not again be allowed (). And
in one case where the accounts were 1mperfect, but a dead loss
had clearly been mecurred, prolongation was granted (I).

The following cases 1llustrate the modern practice of the
Judicial Commiittee in dealing with imperfect accounts :—

The accounts of a petitioner were silent in reference to receipts
and expenditure in respect of foreign patents for the same inven-
tion, although the attention of the petitioner had been called
to the omission in a notice of objection delivered by opponents.
The Judicial Committee refused an adjournment and dismissed
the petition (m).

The statement of the remumneration received by a petitioner
was, on the face of the petition and accounts filed, unsatis-
factory. DPetition dismissed, without reference to the merits of
the mvention ().

The most unveserved and clear statement of the patentee’s
remuneration is an indispensable condition in an application
for extension (v). 'The actual expenses and receipts must be
shown. It is not sufficient to show generally that there

(M) Suxby’s Patent (1870), per Lord  177; 9 App. Ca. 592,
Caitns, 7 Moo. . C. N, 8. at p. 85; (n) Clark’s Datent, ubi supra;
L. R. 3 P, C. 202, Re Williams and Houghton's Patent (1871), T Moo. L. C.
]l’pﬂbuISUI‘l’S Latent (1896), 13 R. P. C. N. S. at p. 311, per James, L. J.; I.. R.
90. ~ The Dalance-sheet should be 8 P. C. 461. The statement of accounts
banded over to the solicitor for the being primd facie satisfactory, the peti-
Treasury before applications for exten-  tioners may be allowed to prove the
21011 e ]l'mn‘rd 2 DPerkin’s Patent (1845),  merits of the invention before going into
2 Web. P, C. at p. 14, per Lord vamp-  the accounts: S. C. at p. 309; Wield's

bell. Patent (1871), 8 Moo. P. C. N. S. 300;
18(1‘) ﬂ{tf?_- at p. 17; Heatl's Patent L. R. 4 P, C. 89 Johnson's and Atkin-
{ 23)’ jbid-‘ﬂt P. 250. son's Patents (1873), L. R. 5 P. C. 87;
I)(U) \%fﬂf‘k}s__l’atcnt (1870}, 7 Moo. Willacy's Patent (1888), 5 R. P. C. 690.
M N 5. 2555 L R 3 P.C. 421, (0) Hill's Patent (1863), 9 L. T. N. S.

(I)Dafby’sj-:ah-nt(1891),81%. P.C.380. 101; 1 Moo. P. C. N. 8, 258 cp. Detl's
() Newton's Patent (1884),1 R.P.C.  Patent (1861),17bid. 49.
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has been no profit (p), nor will it be safe fto lump iteyg l‘
together (g). -

The applicant must show what profits have been derived from.
any foreign patents he may have for the invention (7), and glgg
from sales for exportation (s).

Licensees. The profits derived by licensees from the working of the patent
should sometimes also appear in the accounts of a petitioner for
prolongation (t). Whether they should or not will depend on the .
particular circumstances of the case (1t). |

In a petition for prolongation of a patent, where the patent
rights have been transferred either in whole or in part to g
company, it is essential that there should be deposited not only
the patentee’s account of his profis, but, in order to test them, _
the account also of the company (). This rule was not, kot
ever, insisted upon in the case of & patent of great merit and
usefulness (). |

A patentee ought from the first to keep a patent account
distinet and separate from any other business in which he may
happen to be engaged. The patentee knows perfectly well that it
his invention is of public utility, and he has not been adequately
remunerated, he will have a claim for an extension of the original
patent. It is not, therefore, too much to expect that he should
be prepared, when the necessity arises, tO aive the clenrest
evidence of everything which has been pald and received on
account of the patent (2).

In the matter of 1Willucy’s Patent («) the accounts did not show
that the expenditure charged had been incurred with reference
to the only part of the patent which was proved to possess
utility, and an extension was therefore refused.

In Yates and Kellett’s Patent (b)) the grantees of a patens

-

(p) Quarrill's Patent (1840}, 1 Web. (1) Thomas's Patent (1892),9 R. P, C.

P, C. 740. 307.
(q) Thomas's Patent (1892), 9 R. P. C. (v) Deacon’s Patent (1887), 4 R. D, C.
367. 119 ; Lawrence's Patent (1892),9 R.P.C.

(r) Johnson's Patent (1871), L. R.4 8.
P. C.75: 8 Moo. P. C. N. S. 291, dis- i) Ibid.
senting from Poole's Patent (1867), 4 2) Adair's Pateni (1881), L. R. 6
Moo. P. C. N. S. 452: T.. R. 1 P. C. App. Ca. 1765 50 L. J. P.C.G8: Lake’s
514 ¢« Adair's Patent {1881), L. R. 6 Patent {1891), App. Ca. 240, 8 R.P.C.
A. C. 178: Newtow's Patent (1884), 1 230; Dett's Patent (1861-62), 1 Moo.
R. P. C. 177: 9 A. C. 592; Pieper's P.C.N. S, 49, per Lord Chelmsford.

Patent (1895), 12 IR, P. C. 293. (@) (1888) 5 R. P. C. at p. 60.
(s) Hardy's Patent (1849), G Moo. (b) (1887) L. R. 12 App. Ca. 147; 67
P. (. 441. L. J. P C 1: 4 R. P. G 130 .

(1} Trotman’s Patent (1860), L. R.  Duncan and Wilson's Pateni {18847
1 P. C. 118; 3§ Moo. P. C. N. 5. 488. R. P. C. 257.
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petitioned for prolongation on the ground ?f in‘ad?qua,te re-
muneration. No accounts were presented till within a week
of the hearing, and the accounts then filed were insufficient.
The petitioners applied for an adjournment in order that they
might amend the accounts. The J udicial Committee refused the
application, and the petition was dismissed. ‘‘ The explanation,”
«nid Lord Hobhouse, * given at the bar is that the patentee who
has carried on this manufacture has destroyed his books, that
the materials are not forthcoming out of which a better account
might be made, and that the patentee was in difficulties and
started afresh. The destruction of his books, for aunght their
~ Lordships know, may have been a perfectly honest and perfectly
reasonable operation for him to perform, but he cannot escape
from the consequences ; and a man who is bound to show what
his profits have been before he can come for the renewal of the
patent must, if he destroys his books, destroy the very case on
which he must rely for a renewal of the patent.” In the absence
of books, things are viewed i a light most unfavourable to the
patentee (c).

A petitioner for the extension of lefters patent is entitled, in
the petition or accounts which he submits o the Judicial Com-
mittee, to claim certain deductions from the profits made by him
as patentee.

The personal expsnses of the patentee for the cxclusive devotion
of his time in bringing the patent infto practical operation and
public notice may be deducted (d). Such an allowance will not
he made where the whole of the time charged for has not been
devoted to the extension and furtherance of the patent (¢). An
allowance may be clainied by a patentee, who is also a manu-
facturer, for his personal superintendence of the working of his
invention ( 1.

But where the petitioner did not manufacture the patented
articles, but only granted licences, a charge for his personal

(¢) Lawrenee's Patent (1892), 9R.P.C.  of the voyalties. It was held, that in
85. o estimating the profits of the patentee
gd) Carr's Patent (1878), L. R. 4 P.C.  derived fron: the patent such oiety
0305 ep. Bate's Patent (1836), 1 Web,  mmst be deducted: Poole’s Patent (1867),
P. C.739; Roberts’s Patent (1839), ibid. 1. R.1P.C.514: 86 L.J. P. C. 76; 4
E;;D; Galloway's Patent (1843), ibid. Moo. P. C. N. S. 452,
(=4, Newlon's Patent (1861), 14 Moo. (¢) Furness's Patent (1885), 2 R. P. C.
P. C. 156. A patentee residing in  at p. 177.
_America, for the purpose of getting the (f) Roberts’s Patent, ubi supra;

patented article into use in England, Perkins's Patent (1845), 2 Web. P. C.
arranged with an agent in England, 6, 17.

and in consideration gave him a moiety
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allowance and subsistence money while visiting and overlookiné .
the works of the licensees was disallowed (g). *‘ 1t was no part,” |
said Lord Chelmsford in this case, “‘of the covenant with thy
licensees that the petitioner should superintend their operations, -
and if they required his assistance to instruet their workmen, . |
they should have engaged him and paid him for his serviees,
If they had done so, this would have constituted a fair deductiop
out of the profits of the licensees, and would have properly
entered into the patent account.” i

The expenses of taking out and defending a patent, and of
experiments, may be deducted (k). .

But although law expenses incurred by the patentee in main.
taining his patent rights are allowed in deduction of his profits,
yet where the patentee compromised suits and gave up costs
to which he had an apparent title, a deduction on that head will
not be allowed (7). o

he diflerence between the sum for which a patentee has sold
his patent and that which he has paid in buying it again canne
he allowed in the accounts as an item of loss, but must be regarded
as n mere commercial speculation (k). |

A deduction may be allowed for profits made by the patentee
as manufacturer, but not due to his monopoly ({).

The distinction between the manufacturing profits which a
petitioner for extension may and those which he may not deduet
cannot Letter be stated than in the following language : —

«« Tf but for the patent there would have been no manufactory,
then the net profits of the manufacturer are, in that large sense,
attributable to the patent. With it the manufacturer has s
monopoly. . . . . The patent may be said to crente his trade;
at least, it developed it to an extent which would be impossible
without 1t (m).

« Tt is obvious that in different manufactures there will bt
different degrees of conmnection between the business of the
applicant as » manufacturer and his business or his position as

() Trotmaw's Patent (1866), L. R.1  N. 8. 258.

P, C. 118. (k) Wield's Patent (1871), L. R4
() Bate’s Patent,ubisupra ; Roberts's  P. C. 89; 8 Moo. D. C. N. 5.300.
Patent, ubi supra; Kay’s Patent (1833), (1} Galloway's Patent (1843), 1 Web.
1 Web. P. C. 568: Galloway's Patent, P.C.724; Bett's Patent (1862), 1 Web.

wbi supra ; Bett's Patent (1861), 1 Moo.  P. C. N. S. 49. "
P. C. N. S. 49; Davies’s Patent (1894), (m) Hill's Patent (1863}, 1 Moo. P.G
11 R. P. C, 28, N. S. 258, per Lord Chelmsford.”

(1) Hill's Patent {1868), 1 Moo. P. C.
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e owner ¢f a patent. There may be patents of some kind which
have little ox 110 connection with the business of the manufacturer,
and there may be patents of a different kind where there is an
intimate connection with the business of the manufacturer, such
that the possession of the patent virtually secures to the patentee
his power of commmanding orders as a manufacturer ” (it).

It appears, therefore, that the manufacturer’s profits which the
Judicial Committee will take into consideration in estimating the
remuneration of a patentee are those which could not have
been made but for the preference monopoly created by the
patent (v). . |

Where, however, the profits made by the patentee as manufac-
turer are not the profits of the monopoly, but simply the profits
which any manufacturer, employed to make the patented articles,
would have derived thereby, though he had no right to the patent
or the monopoly, a fair deduction will be allowed (p).

The test above stated will be applied to profits arising from the
manufacture of the materials out of which the patented articles
are made (¢), and from the sale of vhe patented articles (r).

Any deductions {rom profits which it is intended to claim must
be set forth in the petition or the accounts, and evidence in
support of claims not specifically made will not be admitted (s).

The Committee will always have regard to the interests of the
public. Therefore when the patentee has foreign patents for the
same mventions, which he has allowed to lapse, the Committee
will take into consideration the fact that British subjects may e
anduly handicapped if prolongation is granted (f). Under the
Act of 1852 a patent for an invention obtained after the date
of a forergn patent would not have continued in force when the
foreign patent expired (v). This Aet is repealed. Therefors if
application be made to prolong a patent, and at least six months
remain before the original patent expires, the application may be
under sect. 25 of the Act of 1883, and therefore in such case the
Act of 1852 will not hamper the discretion of the Privy Couneil
In granting or refusing an extension. But if the application be

(n) Saxby's Patent (1870 . . : 2 PIT
Cairns 1 s b 9}32.: ), per Lord | (r) Bailey's Patent (1884), 1 R. P, C.
P(U) J{HHfE'S Datent (1846), 2 Web. s) Ibid. ~

- C. 113, , fa‘) Semet and Solvay’s Patent (1895),
)(I_“) Galloway's Patent (1848), 1 Web,  App. Ca. 78; 64 L. J. Ch. 41; 12
1-(0)* T24. R. P. C. 10.

1) Newtun'’s Patent (1881), Eng. Rep. u) Pieper's Patent (1895), ibid, 293 ;
Jun, to Mar., 1881, xvi, ; Lawson, p. 90. 1822)-,. sectl. 25. (1595, ’
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made within six months of the termination of the oﬁigiﬁﬁi
fourteen years, then the right to prolongation exists only whers
the patent was granted before 1884 and is preserved by sgef,
118; and if this section be prayed in aid, the Act of 1852 applies
and sect. 25 of that Act will prevent a prolongation whe'ré;
foreign. patent has lapsed which was aranted for the inventjop
prior to the Fnglish grant (z). -

Where the English patent was prior In date to the foreigﬁ
one, the Committee may exercise the ordinary discretionary -
powers (y). - g

it is not the practice of the Judicial Committee to decidy
upon the novelty or utility of a patent, although it wiil of course
abstain in any ease from prolonging & patent which 1s manifestly
bad : it is for the petitioner to malke out a case of primd face
validity ().

A pefition was presented for the prolongation of a patent on
the eround that the patentce had been inadequately remunerated,
The merit of the invention was proved, and the madequacy of
the remuneration was not seriously disputed, but objections were
taken to the novelty of the invention and the sufficiency of the
specification, and 1t was suggested that the patent, 1f prolonged
<hould be made subject to the compulsory licences clause of the
new Patents Act, 1883. The objection was repelled, and the
patent extended for five years without conditions (a).

S., being the patentee of an invention for ¢ improvements in
sugarcane mills,” petitioned for the prolongation of his paten
on the ground of having sustained an actual loss in working it
M. & Co. and others opposed, and tendered evidence to show
anticipations by machines made by W., and by the publicationin
England of the American specification of H. Kxtension refused ().

A petition for prolongation stated that various legal proceeding

(x) Jablochkoff's Patent (1801), App. (1843), ibid. 795 ; Woodcroft's Palm
Ca. 203 : 8R. P.C.281; 60L.J. P.C. 6. (1846), 2 Web. P. C.18: Pinkus'sPales

(y) Semet and Solvay’s Patent (1895),  (1848),12Jur. 234; Betl's Patent (1662}
App. Ca. 78; 64 L. J. P. G, 41; 12 1 Moo. P. C. N. S. 49; McDougal
R P. C. 10: Livet's Patent (1892), 9  Patent (1867), 5 Moo. P. C. N. 8.1,
R. P. C. 827 ; Marshall's Patent (1891), L. R. 2 P. C. 1; McInncs's Palen
App. Ca. 430. : (1868), bid. 72; L. R. 2 I. C. 5.

(z) Per Lord Cairns in Saxby’s Pateint (a) Cocking’s Patent (1885),2'3.1}0-
(1870), L. R. 38 . G, 204; cp. Erard's 153. The utility of an invention jsof
Patent (1835), 1 Web, P. G. 557, n. (@); more importance than its novelty fot
Hills LPatent (1863), 1 Moo. P. C.  the purpose of n successful petition{r
N. S. 258: Stoney's Patent (1888), 5 prolongation: Churel's Patent (18%)
R. P. C.atp. 522; Kay's Patent (1839), 3 R. P. C. 95. e
1 Web. P. C. 568; Galloway's Patent (0) Stewart's Patent (1886), ibid. s
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had been taken and were still pending, but that the petitioner conld
not postpone his application until their decision, as the patents were
nearly expired. The petition further stated that, by reason of litiga-
tion and expenses incurred, the inventor had not been adequately
remunerated. Extension for three years granded (c).

mThe Judicial Committee does not usually recommend extiensions
for periods of more than seven years, the usual practice being
to extend the period either for five or seven years. But in
exceptional cases the seven years’ limit has been exceeded, and ten
or even fourteen years’ extension has been granted. Moncrieff’s
Patent for gun-carriages was extended fourteén years, and Stoncy's
Patent (d) for improvements in sluices or flood-gates was extended
ten years on the ground that from its nature it was capable only
of limited and occasional use.

When an exiension has been once recommended, and new
letters patent granted, the power of the Judicial Committee is
exhausted, and they have no jurisdiction to entertain a petition
for a further prolongation of the term (¢).

If the Judicial Committee report that the patentee has been
inadequately remunerated by his patent her Majesty in Council
may extend the term of the patent for a further term not
exceeding seven, or in exceptional cases fourteen, years, or order
the grant of a new patent for the term therein mentioned, and con-
taining any restrictions, conditions, and provisions that the
Judicial Committee think fit (f).

It is now (y) the practice of the Judicial Committee to prolong
letters patent by ordering a new grant to be made for the extended
term (/1).

In order that the exact relations of the new to the original
letters patent may be understood, the following points must be
noticed :—

Renewed letters patent are not void, if dated after the expiration
of the original term (i).

56“:? Kay's I’a(’cnt (1839), 1 Web. P.C.  282; Aube's Pat‘mhz‘i (1854), 9 Moo. P. C.
S; cp. Heatlh's Patent (1853), 2 Web. 43; Bett's Patent (1861), 1 Moo. P. C.

P. C. 247, N, S. 49,
(d) (1888) 5 R. P. C. 518, () Cocking’s Patent (1885), 2R.P.C.
p(f,! ‘(&onyhff- —f Patent (1865), 2 Moo. at p. 152; Stoney’s Patent (1888), 5
. C. .-..P: 5. 532, B.P.C.at p. 524, For the form of new
(f) Patents Act, 1883, sect. 25, sub-  grant in Stoney's Patent seo Appendix
sect. 9. 1. 860. ’

(9) As to extension of n patent for ({) Russell v. Ledsam (1845), 14 M. &

B Invention patented abroad, W. 57 : B &
Bodmer's Patent (1833), 8 1loo. P.q%% cYS??, tsi,feclded under 5 & 6 WL 1V.
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As o matter of fact, the new letters patent are ordered to b
sealed by the comptroller-general with the date of expiratioy
of the original patent. The order in Couneil (£) prolonging thy
patent usually fixes the time within which application may b
made for the new letters patent. |

It is not necessary that a new specification of the extended patent
should be filed (). It appears that no renewal fees cre payable,

The new patent will be subject to sects. 22 and 27 of the
Patents Act, 1883, us to compulsory licences and patents binding
the Crown (m). -

In the case of Iowill v. Finch (n) separate patents had been
aranted o Bovill in England, Scotland, and Ireland previousty
the passing of the Patent Liaw Amendment Act, 1852. By that
Aot and its amending Act, 16 & 17 Viet. e. 115, 1t was provided
that the letters patent granted for the prolongation of a patent
should for the future be sealed with the Great Seal of the United
Kinedom, and be of force in the whole of the United IKingdom,
Letters patent were subsequently granted, sealed with the Grea
Sonl of ihe United Kingdom, prolonging for a term of five years
from their expiration the privileges aranted by the three patents
above mentioned. 1t was held that the effect was the same as if
the three patents Irad been separately prolonged, and the fact of
one of the original patents being void for want of novelty would
not prevent the letters patent being valid as a prolongation of
the other patents (v). |

The following cases illustrate the nature of *“ the restrictions,
conditions, and provisions” which the Judicial Conmnittee may
insert in o new grant of letters patent. There is nothing in the
statute 5 & 6 Will. 1V, c. 83 to fetter the discretion of the Crown
i1 the renewal, except the length of term (p).

Letters putent comprised three separate subjects. Uponan
application for extension, one only of the three subjects appeared
to the Judicial Committee to be deserving of a renewed grant,
Prolongation was aranted, under 15 & 16 Viet. c. 83, s. 10, aslo
that part alone (9).

(k) Appendix, p. 869 P. C. N. S. 191, n.; Lancaster's Palen!
(1) Wasteney Smith's Patent (1885),  (1864), ibid. 189.
2R. P, C. 14, (n) (1870) L. R. 5 C. P 523; L4
(n) Ibid.; it see Cocking's Patent, C. . 257.
ubi supra. Conditions allowing the (0) Sce also In 7¢ Dovill's Pales
Crown to use the invention patented  (1863), 1 Moo. P. C. N. 8. 34S.
were formerly inserted 1n the new grant: (p) Ledsam v, Russell, 1H. L. Ca. 687,
Pettit Smith's Patent (1850}, 7 Moo. I.C. (q) Lec's Patent (1856), 10 Moo. .G

133 Carpenter's Patent (1854), 2 Moo. 226 ¢p. Bodmer's Peatent (1853), 8 oo

L]
-l “rri »
a4
- -'-".'-

-
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A petition for estension was presented by an assignee.

(a) The patentee had made nothing by his patent. The
Judicial Committee required the assignee to secure an
annuity or a share of the profits to the inventor or his
representatives ()) ; *

(b) Valuable consideration had been given for the assignment,
and the assienee had sustained considerable loss. Pro-
longation was granted unconditionally (s).

A patentee, having obtained an extension warrant, neglected
to get the patent sealed. A subsequent petition to the Crown by
a foreigner to revoke this warrant was dismissed on condition of
the payment by the patentee of the petitioner’s costs, and that no
action should be brought for any infringement between the date
of the warrant and the subsequent petition. There was held to
be jurisdiction under 3 & 4 Will. IV. e. 41 (2).

A patentee, formerly i partnership with J. and W,, by a
deed of dissolution, stipulated that J. and W. should have the
exclusive right of granting, in certam cases therein provided,
licences for manufacturing the patent article. In recommending
an extension of the term of the patent the Judicial Committee
imposed a condition upon the patentee to secure to J., in whom
the mterest mm the deed of dissolution then vested, the same
interest in the new letters patent in regard to the granting of
licences as was provided by the deed of dissolution ; but refused
to allow J. to substitute new licences for those granted under the
origmal letters patent in the event of the original licensees
declining to renew their licences from him under the new grant (u).

A successful petitioner for prolongation has been required
(@) to grant licences to the public upon terms similar to one
already aranted by him (2); (b) to sell the patented article at a
certamn fixed price (y) ; () to diselaim all the parts of the original

P. (}, 2821 Cluerele's Patent (1886), 3 (s) Bodmer’s Patent (1849), 6 Moo, P.C.
R. . (".-.m P 1025 Joy's Patent (1893), 468. “Terms arc only imposed upon
19 R. ].”_L. 84, bee also Mefford’s  the assignee where the mventors and
Patent (1874, 15 Engineer, 15. patentees have made nothing by their

r) Wihitehouse's 1 atent (1838),1 Web,  invention,” per Lord Brougham, {bid.
(I;Sll;ﬂt 1;'1 ‘1\7[‘3;{11'{2%{*[[ v. Ledsam  p. 469.

a8 ML & W, 5740 Hardy's ) Schlumberger’

Ii’{fh'fft (}Hw), 6 Moo. P. C. 441 Mﬂf'lk- Mtgg. ‘Is’c ‘éfll.bmgc’ § Palent (1853), 9
? {:!ckb:f'f‘:‘:r.-:,:r (lSliD),ﬁ];s Moo. P, C. 310; (1) Normandy's Patent (1855), ibid. 452.
\'LL{;;OS'}IH’!'JH‘ (186%), 4 Moo. P, C. (2) Mallet’s Patent (1866), L. R. 1
I*rr ﬁ._L. R.1D.C.899: Pitman's DP. C. 308; 4 Moo, P, C. N. S. 175
P”f[‘”f llt:: 1), I“i' R.4DP.C. ST': Morton's  Lyon's Patent (1894), 11 R. P. C. 537.
1‘?"‘”1 U881}, Fug. Rep. April to June, (4} Hardy's Patent (1819), G Moo.
881, vii, P. C. 441, |
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patent not worked out (2) ; (d) to procure the survender of ﬁn '
exclusive licence (a) ; (¢) to undertake to give security over thy:
prolonged patent to his mortgagee (). | |

In Divon v. London Small Arms Co.(c) 1t was held thy
private contractors, not Leing servants or agents oi the Crowy, -
could not use a patentdd invention of another m nmnufucturim:
articles for the Government service. This led in some casgeg t:
the insertion of a reservation in favour of the (xovernment apg
‘ts contractors in some new grants by the Judicial Committes
where the invention was likely to be of use in the Government
service (). -

The person in whose favour an order for the extension of a
patent has been made 1s required to leave forthwith at the
Patent Oftice an oftice copy of such order (¢).

Costs.—In dealing with the question of costs, the Judicig]
Committlee acts upon the prineiple that bond fide opposition ought
rather to be encouraged than discountenanced (/).

The costs of suceessful opposition are, therefore, allowed unless
the Judicial Committee is dissatisfied with the manner in which
the opposition has been conducted, ¢.q., where much expense
was occasioned by the opponent’s relying upon patents for inven.
tions which bore no resemblance to the patent in question, or
producing discreditable witnesses, or otherwise prolonging the
inquiry (¢).
cain, costs of opposition will in general be allowed when the

O

petitioner abandons his application for extension (%).

() Bodmer's Patent (1853), 8 Moo. of such contracts, shall be at liberty ta
P. (. 282, use the same invention or inventions

(@) Shone’s Patent (1822), 9 R. P. G. during the continuance of the new
438+ Lyon's Palent (1894), 11 R.P. C. letters patent.”

537: and see Darby's I’atent (18V1),
8 R. P. C. 380.

(b) Churcl's Patent (1896),3 R. P. C.95.

(¢) (1875) L. R. 1 App. Ca. 632; 46
L. J. Q. B. 617.

(d) See Napier's Patent (1881), L. k.
6 App. Ca. p. 174, where a reservation
in favour of the Government and its
contractors was inserted ; and sec also
Hughes's Patent, L. R. 4 App. Ca. 174,
where a similar condition was inserted
to that in Lalliser's Patent. 'This con-
dition in Dalliser’'s Dalent was as
follows ;:— Upon condition that the
ofticers of her Majesty’s Government,
and all persons who may from time to
time contract for the supply of ordnance
and projectiles for her Majosty's service
in respect of work done in the exceution

(¢) Patents Rules, 1800, rule 74,infr.

(f) Wield’s Patent (1871), 8 Moo,
P.C.N.S.atp. 804; L.R. 4 P.C.8;
ep. Westrupp and Gibbins's Pales
(1836), 1 Web. P. C. 556.

(g) Muniz's Patent (1846), 2 Web
P. C. 113; Honiball’s Patent (185)
9 Moo. P. C. 378.

(1) Macintosh’s Patent (1837),1 Web.
P. C. 789: Dridson's Patent (185, i
Moo.P.C.499; Hornby's Palent 1853),
ibid. 508 ; Milner's DPulent (185
9 hioo. P. C.39; Morgan Brown’s Palen
(1856), 3 R. P. C. 212. When the peti-
tion is abandoned, it is nob necessy’y
that the opposers should serve the pett
tioners with notice of their intend
application to the Court for costs
opposition: Bridson's Patent, ubl suprs
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In a doubtful case, which caused the Judicial Committee great
difficulty, no costs were given to the successful petitioner (7).

Costs will be given to a successful petitioner where there was
no ground for opposition (X). |

Where there are several opponents representing the same kind
of opposition, one set of costs, to be apportioned between them
by the Registrar of the Privy Council, will be allowed (). Upon
the other hand, where the objections of several opponents are
quite distinct, separate costs may be awarded to each (m). It
is not unusual to grant a lump sum for costs, in which case

a taxation 1s avoided.

(i) Churcl's Patent (1880), 3 R. P. C.  <1; Hill's Patent (1863), 1 Moo.
93, P. C. N. 8. 258; Wield's Patent (1871),
(k) Downton’s I'atent (1839), 1 Web.  wbi supra; Johnson's Patent (1871), 8
P. C. 567. Moo. P. C, N. S. 282, ‘

(1) Milner's Patent (1854), 9 Moo. (m) Newtow's Patent (1881), Eng.
P, C. 89; Jones's Palent (1854), ibid.  Rep. Jan. to Mar, 1881.
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CHAPTER XVIL

CONFIRMATION OF PATENTS.

Ir has always been the law thab it 1s necessary for the falidity
of a patent that the invention should be new as well as that j
should be useful, and if it can be proved that the Invention hy
been practised publicly by any person before the letters patent
are granted, the patent is invalid («). The havdshiyp which this
rule of law may cause in certain cases was well explained in the
ovidence of one of the witnesses (b) before the Parliaméﬁ{m
Committee of 1829 (¢) : ¢ It very often happens that & person—
I will say ten years ago—invents a machine which for want of
just exactly the right thing does not act; he tries it ; 16 1s a com.
plete failure ; the thing 1s thrown by. Some eight or ten years
aflerwards everybody (I will say that 1t is an 1mvention for the
spinning of cotfon) 1s trying who can save un hour in the gpi.
ning of cotton; it is likely a second person may invent the same
thing, or may catch at the same principle ; he adopts a different
mode of carrying it into effect, and being a little more clever
than the other, he hits on the point the other wanted, and make
his o most valuable invention: he takes out his patent forit
Away comes the other man who ten years ago invented some
thing that involved some few of the parts this new inventin
does: he says, ‘I made such and such wheels, and put then
together for the same purpose, ten years ago. I did this mueh
of it, and that patent is upset.”

Prior to 1885, there was no power in the Crown to confirm
or render valid letters'patent in such a case, and the only remedy
was by a special Act of Parliament.

With a view to relieve patentees against this hardship, the
statute 5 & 6 Will. IV. e¢. 83, s. 2 (d), passed in 1839, provided
that “if in any suit or action 1b shall be proved or specialy
found that any person who shall have obtained letters patentfor

(«) In e Card's Patent (1848), per (b) Mr, Benjamin Rotch.

Lord Campbell, 6 Moo. P. C. 2123 2 ¢) Pp. 113, 114.
W. 1. C. 101, d) Sce infra, pp. 752, 193
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any invention or supposed invention was pot the first inventor
thereof, or of some part thereof, by reason of some other person
or persons having 1nvented or used the same, or some part
thereof, before the date of such letters patent, or if such patentee
or his assignees shall discover that some other person had,
anknown to such patentee, invented or used the same, or some
part thereof, before the date of such letters patent, it shall and
may be lawful for such patentee or his assignees to petition his
Ma}est}' in Council to confirm the said letters patent or to grant
new letters patent, the matter of which petition shall be heard
before the Judictal Committee of the Privy Council.” The
section then goes on to state the grounds upon which this dis-
cretionary power may be exercised, viz.,, that the patentee
believed himself to be the first and original inventor, and that
the invention or part thereof had not been publicly and generally
used before the date of the letters patent which it was sought
to confirm.

The following are the chief points of interest in conneection
with the confirmation of letters patent which are not provided
for in the new Act, and on which, therefore, it may be sufficient
to dwell very lightly :

(1) If the defect in the patent could be cured by disclaimer or
memorandum of alteration, confirmation would not be granted (¢).

(2) The petition for confirmation was required to admit the
mvalidity of the patent, and the petitioner ought not to hring an
Retion for infringement before confirmation, the two proceedings
being contradictory (f).

(8) The petitioner had to satisfy the Judicial Committee (a)
that he believed himself to be the true and first inventor (1),
and (b) that the invention was not publicly and generally used
prior to the date of his patent (%).

(4) The Act was meant to apply to the case of an invention
abandoned, and not in use at the time of the patent; and if
those conditions were absent, the Judicial Committee would not
exercise its diseretion, even although the person who had publicly

used the invention prior to.the date of the patent consented to
the confirmation (i).

(€) In re Westrupp and  Gibbing's  ibid. 201: In re Card’s Patent (1848
Patent (1836), 1 Wel. P. C, 5551: ibid. 161. ' (1519)
W({) ) {H Je Stead's Patent (1846), 2 i) 1bid.

¢b. P. G, 147. _ t) In re Lamenaude's Patent (1850),

) In re Honiball’s Patent (1855), 1bid. 164,

E. M N
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(5) Where it appeared on a petition for confirmation that part
of the patentee’s invention formed the subject of an expipy
French patent, but that it had never been used or knowy j,
England otherwise than by a deseription in & book publicheq i,
Franece, a copy of which was in the British Museum, notieg of
the day of hearing was directed to be given to the Frepg
pateniee, and on an affidavit that such notice had been g

through the post-office, directed to Paris, confirmation g

recommended (k).
(6) The confirmation merely obviated objections arising frop

prior user or publication, leaving the patent still open to g

other objections to which it might be lable ({).

Where, however, the prior publication was that of two yprigr
patents which had not been publicly or generally used, Lor
Lyndhurst said that he did not think the Aet was intended to
apply to such a case. The petitioner might have gone to the
oftice and seen the prior specifications (m).

This Act of 5 & 6 Will. IV. ¢. 83 was repealed by the Patents
Act, 1883, so that there can now be no confirmation except by
special Act of Parliament, at least so far as patents granted
under the Act of 1883 are concerned. But confirmation may
still be applied for so far as patents obtained under the Act of
1852 are coneerned (n), provided that, if a previous patent for the
same invention has been obtained m a foreign country, applics.
tion for confirmation must be made before the foreign protection
expires (o).

The decision in Brandonw’s Puatent (p), which has already been
referred to (¢), shows that all rights or privileges of patentees
under the Act of 1852 are preserved; and confirmation and
prolongation in the cases contemplated by 5 & 6 Will. IV, ¢. 8
are equally such rights or privileges. There have been, however,
no petitions for eonfirmation of patents granted under the Act of
1852 presented since the Act of 1883.

The statute of Will. IV. only applied to cases where the patent
was void by reason of prior user or invention, and there wasno
provision for confirming or rendering valid a patent void for any

(k) In re Heurteloup's Patent (1836),  App. Ca. 294; 8 R. P. C. 281; &0 L.J

1 Web. P, C. 853. P. C. 61,
() Hindimarch, p. 201. (p) (1884) 1 R. P. C. 154; 9 App. (a.
(m) Wells’'s Patent, 1 Web, P, C. 554,  58.
(1) 1883, sect. 113. (7) See previous chapter.

(0) e Jablochkoff’s Patent (1891),
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other reason. In such cases it was therefore necessary to apply
to Parliament for a special Act. Two such Acts were passed
prior to the Act of 1852, and patents were d_eclm*ed valid wl-lere
the specification had been enrolled after the six months. provided
by the letters patent (r).

“After 1852 the fees on patents were paid in two instalments
of 501 and 100L before the end of the third and seventh years.
In order to revive a patent which had been allowed to lapse
owing to non-payment of the stamp duty within the prescribed
time, it was necessary to apply to Parliament, and a considerable
number of special Acts were obtained with' this object between
1852 aud 1884 (s).

Since the Act of 1883, sect. 17, the compfroller has power
to enlarge the time for payment of the renewal fees, and in
consequence 1t appears that very few Acts will in future be passed
confirming patents void for non-payment of renewal fees. In
1887 three Bills were mtroduced for confirming letters patent
void for non-payment of renewal fees, and a Select Committec
reported on the whole matter (¢).

Previous to 1887 there were three confirming Acts in 1884 (u),
and one 11 1885 (1) ; but 1 1887 the Select Committee reported
that, having regard to the Act of 1883, sect. 17, in future no
private Act to confirm letters patent should be allowed to proceed
where the excuse oftered for default in payment of a renewal fee
falls short of serious illness or some other cause for which the
patentee ought not to be held responsible, and which may sufti-
ciently account for the non-payment otherwise than by neglect,
madvertence, or mistale.

The Committee further reported that a person beneficially
mterested in a patent should be held responsible for default
m registered patentee or his agents, also that where any Bill
s entertained clauses should be inserted for the protection
of persons who may liave availed themselves of the subject-matter

(1) Westlicad's Patent, where the speci-
fication wasenrolled five days late. The
Act was passed in 1849, seven months
after the forfeiture, and contained no
Saving clause.  In Laird's Datent the
specificntion was enrolled one day late,
hut_ the Act was not passed till 1851,
Which was seven vears after the for-
feiture. In this Act there WS 4 saving
clanse, Sce Report of Seleet Committee
House of Lards o Potter's Patent
Bill, &e., in 1557, at p. 43,

(s) See Report, &e., supra, last note.
A list of these Acts is there given. Sce
also Officinl Journal of Patent Office of
December 23, 1884.

(f) Report of Select Committee on
Potter’s Patent Bill, Skrivanow’s Patent
Bill, and Gilbert and Sinelair’s Patent
Bill, Housc of Lords, 1887.

(1) Wright's Patent Act, Boult’s
Patent Aet, and Bradbury and Leman's
Patent Act.

() Auld’'s Patent Act.

M M Y
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of the patent after it has been announced as void in the Oﬂiciﬁl
Journal (). |

The Committee allowed Potter’s Patent Bill to proceed, being
satisfied that non-payment of the renewal fees avose from serjoyg
illness of the applicant, and not from neglect, nadvertenc
or mistake.

Qince this date, several Bills have been before the House, an
the rules ahove set out have been followed, though their applies.
tion has not been characterised with extreme rigidity. In 1891
Worms and Bale’s Act(z) was passed to confirm a patent ang
io allow it to be antedated, so as to avold the eftect of the prior
publication in this country of an abridged American editig
of the specification. The case seems to have been one whic
fell within the equity of sect. 103, though outside the letter;
hence probably the special indulgence.

I 1892 came a batch of statutes confirming several patents
which had lapsed owing to non-payment of fees. The defaulf
was caused by the fraud of a patent agent, to whom the requisite
money had been given by the respective inventors, and who had
tailed to use it for the purpose of paying the fees. Specil
provisions will be found in all these Acts for the protection of
those who, acting under bona fides after the patent had lapsed
had infringed the patent, or had spent money on preparations

to infringe it («).

() The clauses suggested are sct out 99 & 56 Viet. ¢. 115:; Horsfall's Aa,
sy Potter’s Patent Act, 1887, seet. 2, ibid. c. 114: ‘Whitchead's Act, ibid,
Appendix, p. 86Y. c. 116; Simpson and Fawcett's A,

z) 54 & 55 Viet. c. 182, 1bid. ¢. 129,

iﬂ) See Nussev and Leachman’s Act,



CHAPTER XVIII.

INTERNATIONAL AND COLONIAL ARRANGEMENTS.

Tor at least ten years prior to the Act of 1883, there had. been
2 strong opinion, both in England and in.other countries, in
favour of an attempt to create an international patent law, or at
least some international recognition of the rights of inventors (a).

Adopting to some extent the views expressed in 1871 by Sir
H. Bessemer and Sir Willlam Armstrong, and again in 1872
by Mr. C. W. Siemens and others, the Select Committee of 1872
recommended that there should be an assimilation in the law
and practice in regard to mventions amongst the various civilised
countries of the world, and that her Majesty’s Government should
be requested to mquire of foreign and colonial Governments how
far they were ready to concur m international arrangements in

relation thereto. *

A creular, dated August 31st, 1872, was, in accordance with
this recommendation, addressed to the governors of the British
colonies by the Iarl of Kimberley, then Colonial Secretary, and
the replies received thereto were in the main favourable (1).

At the same time (c), her Majesty’s representatives abroad
were directed by Lord Granville to prepare succinet reports upon
the patent laws of the countries to which they were severally

(1) As early as 1851, an association
called the ““ Association of Patentees ”
sought toinclude in their list of reforms
of the patent law *“international ar-
rangements for a mutual recognition of
the rights of inventors.” It was sug-
gested, among other proposals, that (1)
whereany person patented an invention
I one country that person or his as-
sigmees  should have the sole and
exclusive title to 0 patent for the same
vention in every other country for
the Space of six months after the date
of his original patent: and (2) patents
of importation in the name of parties
other than the inventor or his assignees
should be abolished in every couﬁltr}f.
: 1!1: é?ﬁfliiilﬁl:%gusti?ll was supported on

-t Lhat every mmprovement or

discovery made in one part of the
civilised world is, sooner or later, made

known by the public journals in every

other part; and it ought not, thercfore,
to be permitted to any one (except the
iventor or his assignees) to step in and
deprive the public of what is likely to
be communicated to them in duc
course.

The above shows that the ideas
underlying the Convention are imuch
older than is popularly supposed. The
Convention considerably modified the
position of importers. |

(b) Correspondence respecting Inter-
national Arrangements, May, 1874 (C.
999).

(g) By circular of August 14th, 1872,
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wccredited, and these reports were published and laid bgfgy,
Parliament in 1873 (d).

International ~ The International Congress at Vienna in 1873 and the Py

‘fgggﬁe““““* Congress of 1878(¢) carried the movement towards an iifg.

national patent law considerably further ; and on Mareh 20th,
1883, an international convention for the protection of industyj)
property was signed at Paris (f). The necessary ratificationg
were exchanged by the plenipotentim'ies of the contracting parties
ort June Gth, 1884, and the Convention came into effective oper.
tion a month later (g).

The original signatories were the Governments of Belgimﬁl
Brazil, Spain, Ifrance, Guatemala, Italy, Holland, Portug]
Jalvador, Servia, and Grweitzerland.  Greab Britamm was not ip.
cluded. Indeed, it was necessary that statutory power should
be given to the Cyown to allow the antedating of the patént,
whieh might otherwise be void by reason of anticipation,
the Patents Act, 1883 (1), it was provided that if he
make any arrangement with the Govem.

The original
signatorics,

TPower for her
Majesty to
nake ar-

By
Majesty is pleased to

iﬁ‘;‘;ﬁﬂgx‘:}ﬁ_‘;} ment or Governments of any foreign state or states for the mutul

ctates. . protection of inventions (i), any person who has applied for pro-
tection for any invention In any such state shall be entitled tos
patent for his invention in priority to other applicants, and such
patent shall have the same date as the date of the application{)
in such foreign state.

Seven The application in England must be made within seven

i}:?;ﬂ: months from the date of application In the foreign state witl

which the arrangement is in force.

reciprocal protection. Not only wasit

() Reports of her Majesty’s Seere-
agrecd 1O '

taries  of  Embassy and  Legation
respeeting the law and practice 1n
forcign countries with regard to invens-
tions, 1873 (C. T41).

(¢) Organised during the Iixhibition

permit each state to main-
tain its own law without modification,
except on  the above points, b
countrics—e.g., Holland, Switzerld,
and Servin—were admitted whichall |

of 1878.

(1) See the text of the Convention,
PP. 123 et seq.

() The contracting partics agreed to
aterfere as little as possible with the
particular faws of the different states.
The firs prineiple was to ask only from
cacli country the same treatment for
subjects of cach of the other countries
as was accorded to their own subjects.
The Convention was in no way based
upon the prineiple of strict reciprocity,
and uniform regulations were only in-
sisted upon where they were considered
indispensable in order to obtain effective

hranches of industrial properly ¥t
not at the time and are not 1oV
protected.

(1) Sect. 103. _

(i) The section deals also with trade
marks and designs, which are fore®t
to the present work. -

(k) The words daic of applicatid
were, ab the instigation of Lord Her
schell, substituted by scet. G of thedd-
of 1885 for the words dafe of the pre
teetion obtained, which appear i e
103 ; cp. L'Oiscan and Pierrard, i
Webster, A.-G. {1887), Guifl AR
at p. 3Y.
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The patentee, moreover, will not be entitled to recover
damages for infringements happening prior to the date of the
aetual aceeptance of his complete specification in this eountry (J).

The publication in the United Kingdom or the Isle of Man
during the seven months aforesaid of any description of the
-vention, or its use therein during such period, shall not invali-
date the patent which may be granted (m).

The application for the grant of a patent under these pro-
visions must be made in the same manner as the ordinary
application for the British patent ().

“These provisions are, moreover, to apply only in the case of
those foreign states with respect to which her Majesty shall
from time to time by Order 1n Council declare them to be appli-
eable, and so long only in the case of each state as the Order in
Couneil shall continue 1n foree with respect to that state (v).

Her Majesty’s Government acceded to the Convention (), so
far as Great Britain and Ireland are conecerned, on the 17th
March, 1884, and reserved power to subsequently accede on
hehalf of the Isle of Man (g), Channel Islands, or any of her
Majesty’s possessions. The accession was accepted () on the
2nd April following., By an Order in Counecil (s) dated the 26th
June, 1884, the provisions of the Patents Act, 1888, s. 103, were
applied to the countries then signatories to the Convention, and
the Order took eftect from the 7th July, 1884.

There have been subsequent acecessions to and withdrawals
from the Convention (¢).

As most of the British possessions have now patent laws of
their own, it was necessary to’ make provisions for mutual pro-
tection of inventions between the colonies and Great Britain,
and accordingly the Act of 1888 (u) provides that where it is
made to appear to her Majesty that the legislature of any
British possession has made satisfactory provision for the pro-
tection of inventions patented in this country it shall be lawful

(I) Sect. 103, sub-sect. 1.

(m) Ibid. sub-sect. 2,

() Ibid. sub-seet. 8. This, how-
ever, is not quite the fact, as several
other matters have to be considered,
and special forms of procedure are pre-
seribed by Patents Rules, 1890, rules
2420, See p. 6YL.

(0) Ibid. sub-seet. 4.  Orders
Council have bheen issued.

1) For text of Convention, see pp.
(23 et seq.

q) By this reservation on behalf of
the Isle of Man the patent granted to
foreigners in countries which arc signa-
tories to the International Convention is
not co-extensive with theordinary grant,
which extended to the Isle of Man.

() See p. 619.

(s) See pp. 620, G21.

(¢) Art. XVI. of the Convention pro-
vided for subsequent adhesions, Art.
XVIII. for subsequent withdrawals,

(1) Sect. 104.

in
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for her Majesty from time to time by Order in Counecil to &pply‘
the provisions of sect. 103 as to International arrangenents,
with such variations or additions, if any, as to her Ma.jesty in
Council may seem fit, to such British possession. o

An Order in Council under this Act shall, from a date tg be
mentioned for the purpose in the Order, take efiect as if itg pro-
visions had been contained in this Act, but 1t shall be lawful for
her Majesty in Council to revoke any Order in Council mads
under this Act. |

The position of Great Britain with regard to arrangements
made under sects. 103 and 104 may be presented most cgp.
veniently in tabular form :—

—m— ek A W re————l - L r o mla

Date of QOrder i:
Couneil.

e —

Forecign State or Colony.

-— s wrr - —

A g Er ——

Belginm : . : . 26 June, 1884,
Brazil. . 26 June, 188,

20 Nov., 18%.
21 Oct., 1890

Denmark (including the Ifuroe Islands)
Dominican Republie ,

I'rance 26 June, 1884,
Ttaly . 26 June, 1884,
Mexico : 28 May, 1899,
Netherlands . 26 June, 1834,

17 Nov., 1888,
17 May, 1890,
8 I'eb., 1890.

Netherlands (FEast Indian Colonies) .
Netherlands (Curacao and Surinam,).
New Zealand .

Norway See below,

Puaraguay . : : : : . | 24 bSept., 1886
Portugal 26 June, 1884,
Queensland 17 Sept., 1885,
San Domingo . 27 Jan,, 188.
Servia., 206 June, 1584.
Spain . . : 26 June, 1884
Sweden and Nerway 9 July, 188
Switzerland 26 June, 1884
Tasmania 30 April, 16H.
Tunis . : 26 June, 1881,
United States. 12 July, 1881
Uruguay 21 Sept., 150.
Western Australia 11 May, 18%.
Zanzibar 16 May, 189,

PP, - m - - — —r m r

[Au international office in conneetion with the Convention has been esgablishe_d
at Beene, where a monthly periodical, entitled ¢ La Propri¢té Industrielle,” is
published.]

The Inlernational Convention provided for conferences being
held successively in one of the contracting states by delegates of

the said states, with a view to improvements upon the system of

the Union (+).
(.1‘) Art. XIV,
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The first meeting took place m Rome in April and May,
1886 (y), and the second at Madrid in April, 1890.

Rules prescribing the formalities to'be observed in ?,pplicutions
for patents made under the international and colonial arrange-
ments were issued by the Board of Trade and duly laid before
Parliament on the 11th May, 1888, were published four days
later, and came into force on 1st June, 1888. They are now
Rules 24—29 of the Patents Ruies, 1890.

The provisions of the International Convention, so far as
relates to patents, may be shortly summarised as follows:—
1. An applizant for a patent in any one of the contracting
states can obtain protection in any of the other contracting states
by application there within a period of six, or in the case of
countries beyond the seas of seven, months from the date of
his first application. The subsequent application is antedated
to the date of the first application; and is, consequently, not
defeated, as otherwise 1t would have been, by prior publication
or user in the protected interval (z).

2. Formerly a patentee could not introducs ito some of the
states of the Union articles manufactured acecording o his patent
in this or other conntries without forfeiture of his rights. Free
mportation of such articles without the penalty of forfeiture is
now allowed, but the patentee remains bound to ““work’ his
patent m conformity with the laws of the country into which he
mtroduces the patented articles (a).

3. Temporary protection is accorded by each of the contracting
states to patented articles exhibited at official or official!y recog-
nised nternational exhibitions ().

1. An mternational office in connection with, and under
Art. AMII. of the Convention, has been established at Berne,
Switzerland,  Its expenses are defrayed by the Governments
of all the contracting states, its functions are determined by

(1) The British delegates on this
occasion were the comptroller-general
(Mr. H. Reader Lack) and Mr. J. H. G.
Berane, of the Foreign Oftice, assisted
h_}' Me. €. Belk, the Master Cutler of
Sheftield, and My, H. Hughes, secretary
of the Sheflield Chamber of Commeree.

The following addition to the Con-
vention, m so far as it relates to
patents, wax agreed upon: co Art. V.,
" Each country shall decide the mean-
ng of the word caploiter for itself.”

The number of applications under

the provisions of the International
Convention amounted to twenty-six in
1887, and to seventy-one in 1888.

(2) Art. 1V, '

(@) Art. V.,

(0) Art. XI. The Act of 1886 gave her
Majesty power, by Order in Counecil, to
declare the provisions of Act 1883,
sect. 39, applicable to foreign exhibi-
tions. For the Order in Council in
case of Paris Exhibition, 1889, see
p. 872,
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¥

agreement between them, and it publishes a monthly periodig)
entitled La Propriété Industrielle (c).

The legal effect of arrangements made for the colonies gpg
India by Order Council, under sect. 104, is clear, because the
Order in Council may vary or add to the provisions of seet. 103.
and the Order in Council is to be read with the Act asif it wer;
contained in it. The Order in Ceuncil and sect. 103 will, theye.
fore, be read together, and construed in the same manner as any

other statutory enactment.

But it is a matter of no little difﬁcult}: to determine the precise
velation which the International Convention hears to the laws

of the contracting states.

The position of the Convention wil

probably vary, in different countries, according to the legal effect

asiven to treaty arrangements ().

An application in the United Kingdom for a patent for any
invention, in respeet of which a foreien application (¢) has been
made, must contain o deelaration that such foreign applieation
has been made, and must specify all the foreiun states or British
pessessions in which foreign applications have been made, and the

date or dates thereof respectively.

It must be made 1in Form A2,

The application must be made within seven months from the
late of the fivst foreien application, and must be signed by the

person or
made.

(¢) The vearly subseription (including
nostage) for ull countries within the
Postal Union is & franes GO cents, pay-
able to MM. Jent & Reinert, Tmpri-
meurs, Berne.

(d) Tt is to be ohserved, that one of
ihe chief difticulties, under sect. 103, 18
the vagueness of the word iy it the
clause beginning, I her Majesty s
pleased to make any arrangement with
the Covernment cr Governments of any
foreign state,” &e. Bub it is provided
that the section shall only apply to
those foreign states with respeet to
which her Majesty shall from time to
time, by Order in Council, declare it to
he applicable. Most of the Orders in
Council which have been made simply
apply seet. 103 to the countries with
which arrangements have been made.
Go that, so far as the treaties nre con-
corned. it would appear that they need
not be looked at, except, perhaps, to see
if the provisions of the Order in Council
are all contained in the treaty. All
that needs attention is seet. 103, and

persons by whom such tirst foreign application was

to sce how far the Order in Councl
applies its provisions. If the Order
in Council applving scct. 103 to the
countries under the International Con.
vention was properly made, it would
seem that her Majesty may, by Order
in Council, apply some only of the pro
visions of sect. 103.  For in this Order
in Council there is a reservatiok of the
Tste of Man. As to the general position
of treatios and Orders in Council made
ander statutory authority, and apply-
ing the provisions thereof, see Rep. v
Wilson (1877), L. R. 3 Q. B.D.p.42
and Darlement Belge (1880), & P. D.
107.

(¢) “ The term *foreign application’
means an application by any person for
protection of his invention in a foraig
state or British possession to whiceh, by
any Order of her Majesty In Council for
the time being in force, the provision
of sect. 103 of the Patents Act, 1853,
have Dleen declared applicabie:
Patents Rules, 1890, rule 24.
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If such person or any of such persons be dead, the application
must be signed by tlie legal personal representative of such dead
person, & well as by the other applicants, if any (f).

The application in the United Kingdom must be made in the
Form A2 in the second schedule to the Patents Rules, 1890 (),
and, in addition to the specification, provisional or complete, left
with anch application, as mn the case of an ordinary application,
must be accompanied by-——

(1) A copy or copies of the specification and drawings, or
documents corresponding thereto, filed or deposited by the
applicant in the Patent Office of the f01:eign stn?e or British
possession in respect of the first foreign apphication, duly
certiied by the ofhicial e¢hief or head of the Patent Oftice of
such foreien state or British possession as aforesaid, or other-
wise verified to the satisfaction of the eomptroller;

(2) A statutory declaration as to the identity of the invention
in respect of which the application 1s made with the invention
in respect ¢f which the said first foreign application was made,
and if the spectfication or decmment corresponding to it be in a
foreien languare, o translation must be m}nexed and verified by
the statutory deelaration (/4).

Minor matters of departure in a foreigner’s Iinglish specification
from his foreign speeification are unimportant, if the law oflicer
is enabled by the translation to judge of the substantial identity
of the inventions described therein (V).

On receipt of the application, together with the preseribed
specification, and the other document or documents accom-
panying the same, and with such other proof, if any, as the
comptroller may require of or relating to such foreign application
or of the ofheial date thereof, the comptroller makes an entry of
the applications in both countries and of the official dates of
such applications respectively (£).

All further proceedings in connection with the application are
taken within the times and in the manner prescribed by the Acts
or rules for ordinary applications (l).

The patent, when granted, is entered on the Register of
Patents, as dated of the date on which the first foreign appli-
ation was made, and the payment of the renewal fees and the

(1) Ilufl. rule 25, Webster, A.-G., Griff. A. P. C. at p. 87;
() Infra, p. 807, Maiw’s Patent (1890), 7 R. P. C. 13.

() Patents Rules, 1890, rule 26. () Patents Rules, 1840, rule 27.

@} L'OQisean and Pierrard (1837), per () Ibid. rule 28,
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expiration of the patent are reckoned from the date of the ﬁrﬁt
foreign application ().

There have been several recent decisions under sect. 108, ,
which 1t 1s necessary to allude.

I’ Oisean and Pierrard (n).-—On 8th October, 1886, L. an( p.
two foreigners, left at the Patent Office an application in commm;
form, with a provisional specification, for letters patent gy
“automatic apparatus for subjecting the person to the actigp
of electric currents.” A complete specification was depositeq op
29th January, 1887, and this was accepted on the 28th Mayeh
followmng.  On 28th May, 1387, notice of opposition to the grang
of a patent to L. and P. was given by L. on the ground that the
invention had been patented on an application by him of prior
date. Ii.’s application bore date 20th August, 1886, and his
complete specification had been left on 3rd March, 1887, and
had heen accepted on the 27th of the following May.

The applicants then called attention to a patent granted to
them in I'rance for the same Invention on 18th August, 1886,
and contended that, under sect. 103 and the Convention, their
patent would be dated 18th August, 1886, and would therefors
be prior to Ii.’s. . No notice had been given by L. and P. at the
Patent Office of the existence of this I'rench patent; the English
specification contained claims not described in the French speei-
fication, and the applicants asked leave to strike out from the
former the claim applicable to so much as was not deseribed in
the latter. Webster, A.-G., allowed thie excision to bhe made,
declined to treat the hearing as an application for an amendment
which would justify him in imposing any terms, and, as there
was nothing to show that L. and P.'s omission {o refer to the
foreign application was due to bad faith, directed their patent to
be sealed as of the 18th August, 1886 (v).

In a subsequent case (p), however, 1t was held that the

(m) Ibid. rule 29.

(1) (1887) Griff. A. P. C. 36.

(o) 1 think,” added the A.-G.
‘“(and Iwish to reserve this point), that
if it were shown that the Patent Oftice
had been misled, and the opponents had
been misled by any positive misrepre-
sentation, or if there were anything
which would aniount to want of good
faith, I should like to consider on
another occaston whether an applicant
who cluims the benefit of seet. 103 is
entitled to receive it.  But onee given

that there has been a bond fide applics-
tion within the period prescribed by
statute, and no conduct which would
amount to a breach of good faithora
breach which would prevent o manirom
being entitled to claim his rights, lam
afraid that the words of the statuiear
so distinet that I have no alternative o
the matter.” Sce, however, the positive
requirements of rules 25 and 26, Patents
Rules, 1890. _

(p) Re Kveritt (1888), per Webster
A.-G., Griff. A, P. C. at p. 29.
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applicunts in I’ Oiseau and Pierrard had no right under seet. 108
to oppose the grant of letters patent to E. under seet. 11 of the
Act of 1883.

In Main’s Patent (q), Main, who was an American, had applied
for a patent on the 18th April, 1887, in the United States. On
the 12th July, 1887, an Order in Counecil applied the provisions
of sect. 103 to the United States as from the 12th July, 1887.
On the 18th November, 1887, Main applied for the British
patent. The application was not made under the rules relating
to applications under the International Convention. The grant
of the patent was opposed on the ground that the invention had
heen patented on an application of prior date (the Sth J une,
1687). The similarity of the inventions was not denied, but
the applicant for the patent claimed to antedate his application
to the 18th April, 1887, under the provisions of sect. 108. It
was held, that notwithstanding the fact that the provisions of
sect, 103 did not apply at the time of the United States applica-
tion the applicant was so entitled to antedate his application.
It was also objected that the application ought to have bLeen
made as an application under the International and Colonial
Arrangement Rules; but L’Oisean and Pierrard’s Case (1) was
followed, and the patent ordered to e sealed as of the 1Sth
April, 1887.

A person to whom an invention has been communicated from
abroad cannot claim any rights under sect. 103. The rights
under that section are personal rights, and were intended to
encourage people who had invented to come to this country and
make known their inventions (s).

A patent under the International Convention can only be
granted to the person (f) who has made the foreign appli-
cation (n).

In Re Van de Docle (z) an Important point was decided. An
American inventor applied for a patent in the United States,
abandoned the application, and subsequently lodeed o fresh
application in respeet of the same invention. Upon the latter
occasion he was permitted by the Patent Office as a matter of

(1) (1890) 7 R. P. C. 18. Webster, A.-G., ibid. 552: Re Shal-
) Supra. lenberger, supra.

W(SJ" Re Shallenberger (1889), per (¢) Re Carez (1889), 6 R. P. C. 552
¢hster, A..G., 6 R. P. C. 550. Ite Shallenberger (1889), ibid. 550.

L) Semble, o corporation can apply  (2) (1890) 7R, P. G %o
under sect. 103: I, Carez (1359),1){)0}1* (%) (1890)
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convenience to make use of the documents filed with hig fig
applieation, but the application itself was no longer operative i
America after its abandonment. Webster, A.-G., held that
second applieation was ‘“ the first foreign application” under th,
clrcumstances.

A person applying for an English patent who has previously
obtained a patent in a country with which the Convention hyg
been made has an option. He can apply for a patent in the
ordinary way, or he may apply under sect. 103. 1If he applig
under sect. 103, his patent dates baclk to the application in the
foreign country (), whilst if he applies in the ordinary way,:
it dates from application in Iingland. In the former case he
oets o shorter term of protection, but he may avoid antieipa.
tions which would be fatal to a patent obtained in the ordinary
course (z). Whether the patentee has elected the one course or
the other will appear from the date of the patent («). Though
a patent has heen granted abroad, the comptroller may refuse
to seal the patent, if there then exist reasons which would prevent
the sealing of a patent on an ordinary application of the date of
the foreign application (b).

The terms of the Convention may not be used as a guide to
the meaning of the section (¢).

(1) 1883, sect. 103 (1). (a) 1883, scct. 103 (2).

() Per Romer, ., in British Tanning (0y Cif, Carter's 1. M. (1892),9R. P.C.
Co. v. Groth (1891}, 8 R. P. C.at p. 1215 401,

60O 1. J. Ch, 235. Sce also fie Shallen- (¢) Californian Fig Syrup Co. (1589),
beryer (1889), 6 R. P. C. 550, and 40 Ch. Div. 620; 58 L. J. Ch. 31;6

Transactions of the Institute of Patents R, P. C. 1206.
Aygents, vol. xiil., p. 35.



CHAPTER XIX.

OFFENCES

AND PENALTIES.
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Brrore the year 1835 the only remedy which a patentee had Remedy for
arainst any person for imitating his name or device was by a
pill in Chancery for an injunetion, or an action at law for the
damaces which he might have sustained (a).

The statnte 5 & 6 Will. IV. ¢. 83, provided an additional
protection to patentees in such cases (h).

In Myers v. Baker(¢), an action for a penalty for putting on
an article made according to a patent the words “ K. & G. Patent
Elastie,”” without the licence of the patentee, 1t was held to be no
defence that ¢ the invention was not a new manufacture.”

Under the Patents Act, 1883 (d), it is provided that any person
who represents that any article sold by him is a patented article,
when no patent has been granted for the same, shall be liable for
every offence on summary conviction to a fine not exceeding five

pounds.

Also that a person shall be deemed to represent that an article
is patented if he sell the article with the word * patent,”
“patented,” or any word or words expressing or implying that
a patent has been obtained for the article stamped, engraved, or
impressed on, or otherwise applied to the article.

The false representation of an expired patent as being still
subsisting, would not be an oftence under the present Act; at any
rate if the article is marked with the year and number of the

patent ().

() Hindmarch, p. 367.

tby By that statute it was enacted
that any person who counterfeited or
imitated the hame, or the stamp, mark,
or device of any patentee, should for
every such offenice be linble to a penalty
of 507, to he recovered by action of debt
Inany of his Majesty’s Courts of Record
i Westminster, or in Ireland, or in the
Cnuyt of Session in Scotland, one-half
tohis Majesty, his heirs, and successors,
and the other to auy person who shall
sie for the same,

(©) (1858) 3 H. & N. 802. Ih this
€a~¢ 1t was, however, held to be neces-

sary to prove that the words ¢ K. and
G. Patent Elastic” did imitate, and
were so put on by the defendant ¢ with
a view of imitating ”’ the mark of the
patentee.

(d) Scct. 105,

(¢) See Gridley v. Swinborne, quoted
in the “Law Journal” for 1894, at
p. 683, and cf. Cleavin v. Walker (1877),
H Ch. Div, at p. 8063; Marshall v.
Itess (1869), 8 Iq. 651. In a recent
case, LPharmaceulical Society v. Fox
(1896), Wills, J., speaking of a patent
medicine, said, that a patent medi-
cine was one for which there is a

imitation
prior to 1885.

Act of 1835,
seet, 7.
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The sale of an article as  patented,” which 1s merely the gy},

ject of provisional protection, 1s an offence against the Act (f),

Tt is difficult to say whether the offence 1s committed if the
article is marked ¢ patent’ after acceptance of the complets
specification, and before the patent is sealed. It will be observeg
that the offence is representing the article to be a patented artjels
when “no patent has been granted.” Before sealing no patent
has been granted, and as the grant may be successiully opposed
after acceptance of the complete specification, it may be that ng
patent ever will be aranted in the particular case. Nevertheless
it is the opinion of some that no oftence 1s committed if the
article is not marked till after the complete specification hos
heen accepted, and this opinion is based on sect. 15 of the Act of
1883. There are no authoritative decisions available on this
point. At the Mansion House on November 19th, 1894, a con.
vietion was obtained under the circumstances i question(g);
whilst in Daries v. Townsend M. Bushby, in a similar case,
refused to convict. Until the point 1s definitely sefttled, it is
mwise to mark the article until the patent 1s sealed.

This section is framed for the benefit of the publie, and not
for the protection of a rival trader. If, therefore, one man makes
an article according to another’s patent, it is submitted that he
does not commit an offence under this section if he marks the
article so made © patent.” The point arose in a case heard at
the Mansion House in June, 1895. 1t appeared that A. had
manufactured an article in alleged infringement of B.'s patent,
and had marked it ““ A.’s patent.” The Lord Mayor, hearing
that A. had no patent, was inclined to convict, but eventuall,
owing to extraneous circumstances, the case was not pressed.
1t is submitted that under this section he would have had no
power to convict.

W Coclrane v. Macnish () the words, ‘“manufactured i
Ireland by H.M. Royal Letters Patent,” were printed on the
1abel of bottles of soda-water; the soda-water was not made by
a patent process, but it being proved that the words referred to
patented machinery with which the water was made, the Cout

considered them unobjectionable.

patent, not one for which there had () See * Law Joqrnal " (1604,
Deen a patent. Bub the case wis not p. 683; xiii. Transaction, I P A
onc tricd under this Act. p. 67 ; also an article in Commerce,

(f) Reg.v. Wallis (1886), 3 R. P.C. Dec. 12th, 1804. )
1: Leg. v. Crampton (1886), bid. 3GT. () (1896) App. Ca. 229.
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Any person who, without the authority of her Majesty, or any
of the royal family, or of any Government department, assumes
or uses in connexion with any trade, business, calling, or pro-
scsion, the royal arms, or arms so nearly resembling the same
as to be caleulated to deceive, in such a manner as to be caleu-
lated to lead other persons to believe that he is carrying on his
trade, business, calling, or profession by or under such authority
1 aforesaid, shall be liable, on summary convietion, to a fine
ot exceeding twenty pounds(i).

Any person who makes or causes to be made a false entry in
any register kept under this Act, or a writing falsely purporting
to be a copy of an entry in any such register, or produces or
tenders, or causes to be produced or tendered, in evidence any
sueh writing, knowing the entry or writing io be false, shall be
wuilty of a misdemeanor (£).

In Scotland, any offence under the Act of 1883 may be
prosecuted in the Sheriff’s Court (J).

The punishment for a misdemeanor i the Isle of Man shall
be imprisonment for any term not exceeding two years, with or
without hard labour, and with or without a fine not exceeding
100/.. at the diseretion of the Court; and any offence committed
in the Isle of Man wlich would in Iingland be punishable on
sunmary conviction may be prosecuted, and any fine in respect
thereof recovered at the instance of any person agarieved, in the
manner in which offences punishable on summary convietion
may for the time being be prosecuted ().

After the 1st day of July, 1889, no person is entitled to
deseribe himself as a patent agent, whether by advertisement,
by description on his place of business, by any document issued
by him, or otherwise, unless he is registered as a patent agent
I pursuance of this Act; and if any person knowingly describes
himself as a patent agent in contravention of this section, he
5_5)1(1):}1]] ;Je liable on summary conviction to a fine not exceeding
<UL (1},

(1) Act of 1883, <¢et. 1006. () Seet. 112, sub-seets. 2 and 3.

”&' :\{-{, l’lf 1583‘ seet. IJ:.}' ’ o
() Soct. 108, (1) Act of 1888, sect. 1.

k.
NN
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PART 1I.

S S —

THE PATENTS ACTS, 1883 10 1888,
CONSOLIDATED (0 AND ANNOTATED.

BEING,

i & 47 Vier. ¢. 57.—An Act to amend and consolidate
the Law relating to Patents for Inventions, Registra-
tion of Designs, and of Trade Marks.

125th August, 1883.3

48 & 49 Vict. ¢. 63.—An Act to amend the Patents, Designs, and Trade
Marks Act, 1883. [14th August, 1885.]

49 & 50 Vict. c¢. 37.—An Act to remove certain doubts respecting the
constiuction of the Patents, Designs, and Trade Marks Act, 1883, so
far as respects the drawings by which specifications are required to
be accompanied, and as respects exhibitions. [25th June, 1886.]

ol & 62 Vict. ¢, 50.—An Act to amend the Patents, Designs, and Trade
Marks Act, 1883. [(24th December, 1888.]

el

Be 1t enacted by the Queen’s most Excellent Majesty, by
and with the advice and consent.of the Lords Spiritual
and Temporal, and Commons, in this present Parliament
assembled, and by the authority of the same, as follows :

(@) The form in which these Acts The repcaled parts are printed initalics,
have been drawn renders consolidation  and the additions in heavier type. The
& simple matter, without departing amending Act and section are quoted
from the text of the Acts. The general  in the margin.
text of the Act of 1883 is adhered to.

NN 9
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PATENTS AcCTs, 1883—88.

Parr 1.

PRELIMINARY.

1. This Act may be cited as the Patents, Designs, ayg
Trade Marks Act, 1883.

The prineipal Act of 1883 and the amending Acts of 1885
1886, and 1888, may be cited collectively as the Patents, DESigns:
and Trade Marks Acts, 1883 to 1888.

The short titles of the amending Acts are respectively—

The Patents, Designs, and Trade Marks (Amendment) Act, 188,
The Patents Act, 18806 ; "
The Patents, Designs, and Trade Marks Act, 1388,

As we are concerned with patents only here, these Acts g
frequently cited as the Act of 1883, Act of 1839, &c., or sometimes
s the Patents Act, 1883, the Patents Act, 1889, &c.

9 This Act is divided into parts, as follows :—

Part I.—PRELIMINARY.
II.—PATEXNTS.
IT1.—DzsiaxNs.
IV.—TrapE MARKS.
Y.—GENERAL.

1n this work we are not concerned with Parvts 11 and IV, o
with some scctions of Part V. These portions of the Act are there
fore omitted in this part of the work, though for completeness the
whole of the Acts are given in the Appendix. Occasions may ans
where a consideration of scctions relating to trade marks or designs
may be of use in considering the sections relating to patents.

3 This Act, except where it is otherwise expressl,
shall commence from and immediately after the thity
first day of December one thousand eight hundred and
e1ghty-three. |

The Act of 1888 shall ekcept so far as is thereby otherwise specialf

provided, commence and come into operation on the first day of Janaay
one thousand eight hundred and eighty-nine.

There is no special provisien as to time of commencement of t'e
Acts of 1885 and 1886, so that thev commence from the datesof
those Acts, the 14th August, 1855, and the o5th June, 1%

respectively.



APPLICATION FOR AND GRANT OF PATENT.

Part 1I.
PATENTS.

APPLICATION FOR! AND GRANT OF PATENT.?

4. (1.) Any person,® whether a British subject or not,*

mav make an apphication for a patent.
(2.) Two or more persons may make a joint applica-
tion® for a patent, and a patent may be granted to them

jointly.’

Whereas doubts have arisen whether under the principal Act a patent

may lawfully be granted to several persons jointly, some or one of whom
only are or is the true and first inventors or inventor, be it therefore
enacted and declared, that it has been and is lawful under the principal

Act to grant such a patent.’

1 Application for patent :

For rules as to applications, Patents Rules, 1890, p. 689.

Outline procedure on applications, Chap. V., p. 118.

Rival applicants, sect. 7, sub-sect. 5, p. 566.

Application to true inventor where patent revoked on ground
of fraud, sect. 26, sub-sect. 8, p. 607.

Applieation m fraud of first inventor, sect. 35, p. 629.

Deceased inventors, sect. 34, p. 629.

Correction of clerical errors in applieation, sect. 91, p. 629.

Amendment of application, sect. 7, p. 569 ; sect. 91 (a), p. 647 ;

General form of application, Patents Rules, 1890, Form A,
p. S05. |

Form of application by importer, Patents Rules, 1890, Form
Al, p. 806.

Applications sent by post, sect. 97, sub-sect. 1, p. 648.

Applications under International and Colonial Arrangements,
Chap. XVIIT,, p. 533 ; seet. 103, p. 653 ; and Patents Rules,
1590, p. 691.

Form of application under Patents Rules, 1890, Form A2,
p. 507,

2 (rrunt of patent :
Grant and its effect, Chap. IX., p. 270.
The effect of grant on Crown, sect. 27, p. 610.
Opposition to grant, sect. 11, p. 872; Chap. VIIIL., p. 239;
Patents Rules, 1890, p. 696.
Date of grant, sect. 13, p. 580.

Sect. 4.
Persons
entitled to
apply for
patent.

Act 1885,
8. 9.

Power to
grant patents
to several
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jointly.
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Lxtent, sect. 16, p. 883.

Term, sect. 17, p. 683.

One invention only, seet. 33, p. 628.

Assignment of grant, sect. 36, p. 630, and Chap. X., p. 981,
Variations in form of grant, under this Act, p. 670.

3 Any person.—lt may be laid down as a general proposition thyt
hore is now no limitation arising from incapacity—such as covey.
ture, infancy, or lunacy—upon the right to apply for a patent, g
long as all proceedings are taken in due form, there 1s no inquiry g
the Patent Office as to age, sanity, or coverture.  Sect. 99 provideg
for certain difficulties which may arise.

A body corporate, which is expressly (sect. 117, sub-sect. 1)
sveluded in the definition of a “person,” may be a patentee. But
only as & joint patentee, as a corporation cannot apparently he an
inventor ; but, semble, a body corporate may he an applicant under
sect. 103 : Ie Carez (1889), 6 R. P. C. 532.

As to communications from abroad, and the position of importers,
see note to seet. 5, sub-secth. 2.

The only persons as to whose capacity there still appears to he
some doubt are the Sovereign, who cannot, says Hindmarch, make
a arant to herself; a beneficed clergyman, under the provisions of
1 & 2 Viet. e. 106, seetls. 28-30, Hindmarch, p. 39 ; and perhaps an
alicn enecmy. |

A member of an official commission or committee cannot take out
a patent for the subject-matter of their official investigation, or for
the results of such investigation, embodied in an official report to the
public authorities: Patterson v. Guas Liyht & Coke Co. (1877), 3
A. C. 289 also 2 Ch. Div. 833.

Probably no oflicial in the Patent Office would he allowed to apply
for or hold any interest 1n o patent.

4 Whether a British subject or not.—An alizn amy (a) resident
in this country, or (b) resident abroad, may obtain a patent. The
dictum of Lord Cairns, C., however, in Ie TWirth's Patent (1879), 12
Ch. Div. at p. 304, that a patent might be granted to an alien resident
abroud for an invention communicated to him by another alien, also
vesident abroad, must be read in connection with Form Al, Patents
Rules, 1890, which contemplates a resident applicant only in such

Cases.

5 Joint application.-~For form of application, see Patents Rules,
1890, Form A, or Form Al, pp. 809, 806.
This part of the sub-scction is declaratory of the existing law.
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As to filing specification on a joint application, see .Ipostolof’s
Application (1896), 18 R. P. C. 275.

g Joint yrantees.—As to joint grantees, see pp. 277 et seq.; form

of arant, p. 671.

Where o patent for inventions is granted to two or more persons in
the usual form, each one may use the Invention without the consent
of the others, and without being hable to acecount to them for the
profits made by such use : Mathers v. Green (1865-66), 1 Ch. 29 ; 35
I, J. Ch. 1; Steers v. Rogers (1893), App. Ca. 232 ; 10 R. P. C. 245.

The power of one of several co-grantees of letters patent to grant
. valid licence without the consent of the others probably depends
upon the authority conferred by the granting and prohibitory clauses.
Where the grant is, as in Mathers v. Green (supra), to A., B., and C.,
their exceutors, administrators, and assigns, ¢ that they, by them-
solves . . . . and sucl others as they may agree with, and no others,
may use the invention,” *h~n, unless the effect of these words is
modified by the prohibitory clause, 1t would seem that none of the
co-urantees could grant a licence without the concurrence of all the
others. In Mathers v. Green, 34 Beav. 170, Lord Romilly held that
one of several co-grantees svould bhe bound to account to the others
for rovalties received from a licensee. This point was not judicially
reviewed on the appeal.

7 Patents are now frequently granted to joint applicants where
some only are inventors as here provided. In this way a com-
pany or other capitalist may obtain an immediate interest in the
patent.

5. (1.) An application for a patent must be made in
the form set forth in the Ifirst Schedule to this Act, or
m such other form!' as may be from time to time pre-
seribed 5 and must be left at, or sent by post to, the
Patent Office in the prescribed manner.?

(2.) An application must contain a declaration® to the
effect that the applicant is in possession of an invention,
whereof he or, in the case of a joint application, one ox
more of the applicants claims or claim to be the true and
first Inventor or inventors,* and for which he or they
desires or desire to obtain a patent; and must be
tccompanied® by either a provisional® or complete
specification.’®
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Sect. 5.  The declaration may be either a statutory declaration, under ¢,
y Statutory Declarations Act, 1835," or not, as may be from time o tjp,

i%_ 1885, prescribed. "

5& 6 WilL.1V,, .. N .

¢. G2. (3.) Ayprovisional specification must describe the natyy,
of the invention,” and be accompanied by dra.wings, if
required.’?

(4.) A complete spectfication, whether left on applicg.
tion or subsequently,’ must particularly describe apg
ascertain the nature of the mvention, and in what manney
it is to be performed,' and must be accompanied by -

drawings, 1f required.’

Act 1886,  The requirement of this sub-section as to drawings shall not be deemeg
sect. 2. to be insufficiently complied with by reason only that, instead of being

Efﬁ;ﬁﬁ},‘;f,w accompanied by drawings, the complete specification refers to the drawings

accompany  which accompanied the provisional specification. And no patent herety.
hoth specifi-— fore sealed shall be invalid by reason only that the complete specification
cations, . : .

was not accompanied by drawings, but referred to those which accompanieq

the provisional specification.

(5.) A specification, whether provisional or complete,
must commence with the title,'' and m the case of g
complete specification must end with a distinet state.
ment 2 of the invention claimed.?

Y Such other form.—5See Patents Rules, 1890, rule 5, &c., p. 682
and Iorms A, AL, A2, 70id. pp. 805-T et seq. DBut this is directory
only, an observation which applies fo the greater portion of this
scetion,  See Siddell v. Vickers, per Fry, L. J., 39 Ch. Div. 105,
109; 6 R. I’. C. 416; and in the House of Lords 15 App. Ca. 496;
7 R. P, C. 292,

The application must be signed by applicant : Patents Rules, 153,
rule 8, p. 684 Grenfell and dMelivoy's Patent (1890}, 7 R. P. C. 131

2 Irescribed manner.—See Patents Rules, 1890, infra, pp. 68
el seq.
Applications by post, sect. 97, sub-sect. 2, p. 639.

3 . declaration.—TFor forin of declaration, sece Patents Rules, 15%,
rule 6 (3), and note thereto, p. 684, also Forms, infra, pp. 805 et sy,
By 47 & 48 Viet. ¢. 42, s. 9, o statutory declaration in connection
with an application for a patent was exempted from the stamp duty
of 2s. 6d., chargeable on statutory declarations under the Stamp

Act, 1870.
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1

3

3

For declaration by representative of deceased inventor, sect. 84, Sect. 5.

. 629.
P For declaration on behalf of infant, lunatie, &e., sect. 99, p. 649.

4 True and first inventor.—The meaning of these words is fully
considered ante, p. 263. The definition of invention under the present
Act is the same as it was under the Statute of Monopolies. See sect.
46, mfra, p. 639.

If novelty is proved, this will not suffice to show that the patentee
is the true and first Inventor; novelty and subject-matter show ax
invention ; the patentee must be prepaved to go further and show
that he is the inventor : Thomson v. Macdonald (1891), 8 R. P. C.
at p. 9; Corish v. IKeene (1838), 1 W. P. C. at p. 507 ; and see ante,
p. 263. Whether a patentee is the true inventor is a question of
fact: Minter v. Wells (1834), 1 W. P. C. at p. 134; Kurtz v. Spence
(1888), o RR. L. C. 161. This is peculiarly the case when it has to he
determined whether the master or his servant is the inventor. See, e.q.,
Heald’s Patent (1891), 8 R, P. C. 429; David and Woodley's Applica-
tion, Guiff. A. P. C. 26.

If the nvention is in use at the time the grant is made, the applicant
cannot have a patent, although he is the orviginal inventor ; if it is
not in use, he cannot obtain a patent if he is not the original inventor,
per Lord Lndhwrst, C., in The Househill Co. v. Neilson (1843), 1
W. D.C.719. He is not called the inventor who has in his closet
invented it, but who does not communicate it ; the first person who
discloses that invention to the public is considered as the inventor :
Ioid.  And see Dollond’s Patent (1776), 1 W. P. C. 483,

By the common law (Hastings Patent (1567), 1 Web. P. C. 6;
Matthey's Patent, Bliz., 1 Web. R. C. 6; Humphrey's Patents, 1
Web. P.C. 75 Darey v. Allin (1602), 1 Web. P. C. 6, affivmed by
the Statute of Monopolies and o series of judicial decisions (e.y.,
Edgeberry v. Stephens, 1 Web. P. C. 85 Walton v. Bateman (1842),
L Weh. P. C. 615 ; Beard v. Egerton (1846), 3 C. B. 97; Nickels v.
fioss (1849), 8 C. B. 679 ; In re Lamenaude's Patent (1850), 2 Web.
P.C. 169 ; Steedman v. Marsh (1856), 2 Jur. N. 8. 391 ; Marsden v.
Satille St., «£e., Co. (1878); per Jessel, M. R., 3 Ex. D. 203, 205),
“ patent might be granted to the first importer into this realm of
2 foreign invention.  Scotland 1s ‘“ within the realm ’ in the sense
of sect. 6 of the Statute of Monopolies: Plimpton v. Malcolmson
(1576), 3 Ch. Div. 535. The words ** within the realm’ were not,
h?werer, reproduced in sect. 5, sub-sect. 2, of the Patents, &e., Act,
1853 ; and as the form of application originally prescribed by the
Act (Form A, nfra, p. 505) drew no distinction hetween an original
ant a communicated invention, it seemed as if the right of the first

First
importer.

Importers.
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importer of an invention from abroad to obtain a patent in respect of
it had implicitly been taken away, and that a person taking oyt
patent and making a declaration, as required by this sub-sectioy

)

“that he was a true and first inventor, when in truth he was only th,

importer of a communicated invention, might be making a false
suggestion, which would avoid the grant. The Patents Rules of 1833
however, gave a form speecially applicable to communications fron
abroad. There is also the definition of an invention given in sect. 44
of the present Act, which defines an invention to be any manner of
new manufacture, the subjcct-matter of letters patent, und orant
of privilege within the meaning of scet. 6 of Statute of Monopolies,
Many applications are now made by agents as importers, under
Form Al.

Another difficulty, however, remains. The Patents Rules, 1890
(rule 6), provide that ‘“an application for a patent containing the
Jdeclaration mentioned in sub-sect. 2 of sect. 5 of the principal Act shall
he made either in the Form A or in the Form A1l set forth in the second
sehedule hereto, as the case may be.””  Form A contains a declaration
that the applicant is “the true and first inventor ™ of the subject-
matter in respeet of which a patent is claimed.  Form Al deals with
communicated inventions. Suppose that a person in possession of
+ communicated invention uses Form A instead of Form Al, is the
patent which he obtains liable to be avoided as contamning a false
sugeestion ? In Re Avery’s Patent (1887), 36 Ch. Div. 307; 4 R.
P. C. 163, Stirling, J., appears to have considered that such a patent
would he valid, and Moser v. Marsden (1893), 10 R. P. C. at p. 35),
points to the same result; but the point has not been expressly
decided.

An inventor does not cease to be such heeause he employs assistance
in carrving out his invention ; if in the vesult the main invention is
his, he remains the inventor although his employés may have made
sugvestions as to details.  See and compare these cases: Minter v.
Wells (1834), 1 W. P. C. 127 ; Blocham v. Elsee, 1 W. P. C. 132, n.;
Kurtz v. Spence (1888), 5 R. P. C. 161; Els v. Crrovesend Tin Plate
Co. (1890), 7 R. . C. 435. DBut if another cives him an important
part of the invention, he is not the true and first inventor; see, ..,
Tennant's Case, 1 W. P. C. 120, n.

A communication made in BEngland by one British subject to another
British subject cannot be patented by the receiver of the communi-
cation, so as to make the receiver the true and first inventor within
the meaning of the patent laws: Marsden v. Saville St., de., Co.
(1578), 3 Iix. D. 204.

The fraud of the importer is not per se sufficient to make him not
an inventor : Edmunds's Patent (1886), Guiff, P. C. 231.
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A foreigner abroad who has received the invention by communica-
tion from another foreigner abroad might have applied for a patent
.5 true and first inventor: fie TWirth's Patent (1879), 12 Ch. Div.
303 Lut see now Form Al (post p. 806), which has to be used,
and which is so framed as to malke this difficult.

5 Wust be accompanied by, e, :—
At common law no specification was required, but the patent

contained a description defining the nature of the invention.
Probably the grant would have been void for uncertainty otherwise:
Hindmarch, 151. Irequently a elause was inserted requiring the
patentee to tnke' apprentices and teach them the invention.

The Statute of Monopolies made no change in this respect. In the
reign of Anne the practice arose of inserting a proviso in patents that
the patentee should specity in a written, sealed instrument the exact
nature of his invention. See, ¢.g., Nasmytlh's Patent. A certain time
was allowed in which this should be done. If not done in the time,
the grant was null and void. This instrument, to which the name
“gpecification ”” was given, could have been enrolled in one of the
three oftices 1n Chancery, but for these one was substituted in 1847.

Under some circumstances the specification could he dispensed
with; the last time this Liappened was in the case of Lee’'s Patent in
1513. J
Forms of specilications, Appendix, pp. 809, S18 ei sey.

As to relative advantages and disadvantages of leaving complete

specification 1n first instance, see pp. 119-121.

Publication of specifications, seet. 13, p. 580.
Indexes of, seect. 40, p. 634 ; sect. 101, sub-sect. 1, p. 650.

5a The provisional specification was introduced in 1852, which
save a certain protection for a period of six months. The nature of
the invention alone had to be mentioned. The present Act allows
the provisional and complete specifications to be filed at the same
tme (seet. 5, sub-sect. 4).

5b A complete specification is now a condition precedent; no
patent 15 granted till it is accepted; the patent then dates back
to the application.

For further information as to the history of the specification, sce
ante, Chap. VI.

8 Stututory Declurations Act, 1835.—5 & 6 Will. IV. c. 62.
Sect. 11 of this statute was repealed by sect. 118 of the Act of
1333.

905
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Sﬂi‘{t. b. Before the Statutory Declarations Act, 1835 (5 & 6 Will. IV, c. 62)

o —— - -

" g. 11, the application (then a petition) for letters patent was verifieg
by an affidavit sworn before a master, or a master extraordinary, iy
Chancery. “The solemn declaration,” introduced by the Statutory
Declarations Act, was quite distinet from the petition, but afterwards
formed part of the application.

There is now no statutory declaration in an application for a patent,
It is a simple declaration. But see Patents Rules, 1890, rules 2499,
as to applications under international and colonial arrangements.

7 A provisional specification, dc. :—

As to cssentials of provisional, see ante, p. 141.

Since the present Act has been in force, the patentis not granted
until the final specification has been accepted, but the grant, when
made, dates hack to the application : sect. 13.

The object of the provisional 1s to state and identify the inven.
tion. It must do this distinetly and intelligibly, and its whole
nature must he disclosed: Penn v. Bibby (1866), 2 Ch. 127; 38
L. J. Ch. 455,

The principle which underlies the invention must be plainly and
specially stated; the details and the method of carrying out the
invention need not be included: Penn v. Bibby (1866), 2 Ch. 127;
Newall v. Elliott, 4 C. B. N. 8. 269; 27 L. J. C. P, 337; 52 L. J,
ax. 120 Woodward v. Sunswm (1887), 4 R. P. C. 166; and see
Siddell v. Vickers (1888), 39 Ch. Div. 92. The provisional specifica-
tion must not be framed with a view to hide the invention; it must
bhe framed fairly and honestly @ per Fry, [J., in United Telephone Co.
v. Harrison (1882), 21 Ch. Div. 747. The provisional specification
need not claim anything : Lucas v. Miller (1835), 2R. P. C. 159. Its
function is not to define or show clearly what the patentee claims,
hut merely to identify the invention.

After the provisional has been filed, the inventor may perfect his
details, modify, supplement, and develop, provided that he keeps
within the ambit of the invention as deseribed in the provisional
specification : Woodward v. Sansum (1837), 4 R. P. C. 166, 178,
Siddell v. Viekers (1888), 39 Ch. Div. 92; 5 R. P. C. 426.

One object of the provisional is to give the mventor an opportunity
to improve the means of putting his discovery into operation. There
is nothing to prevent the addition to the provisional of the method,
but the tactical reasons against such o course are obvious.

The inventor may in his complete specification include less than
in the provisional. He may drop part of his invention as therc
deseribed : Penn v. Biblby (1866), 2 Ch. 134.

It is not an objection to the draughtsmanship of the provisional that
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.n intelligent -“;orknmn‘ accustomed to t'he class of work to which
the invention relates 18 'unalﬂ:e from. 1t to construct the thing
avented 5 for the provisional 1s not 1ntend.ed' to show how the
vention 18 caaried out, but to state what it .13: Stoner v. Todd
(1876), 4 Ch. Div. 58. Mm.'em'rer, as the publilc may not use the
vention, they are not prejudiced by not being informed of the
method of so doing.

The advantage given by the acceptance of a provisional specifica-
don is styled provisional protection, and is limited to protection
arainst the consequences of use and publication of the invention:
Act of 1883, sect. 14.  No proceedings shall be taken in respect of
any infringement committed before the publication of the complete
specitication : Act of 1883, sect. 13.

Ap inventor may abandon his application and make a fresh one,
15 the provisional is not a bar on account of prior pubhcation. In
iact, the provisional 1s not published save with the complete. The
osaminer must aseertain and report to the comptroller whether the
pature of the invention has bheen fairly deseribed (sect. G, infra), but
the report of the examiner is intended to assist, and not to fetter, the
comptroller. I, therefore, upon the face of the specification and
apart from the report of the examiner, it is clear that the specification
is insuflicient, the comptroller must deal with it and refuse the
application or require an amendment: In the Matter of C.'s Patent
(18903, 7 R. P. G. 250.

A defect in the provisional speeification will not render the patent
had : but care must be taken that it covers what is intended to he
elaimed, as the invention as disclosed in the complete specification
must not travel beyond himits laid down in the provisional.  See helow,
notes to sect. 9, under heading ¢ Substantially the same.” If, how-
ever, there be no variance hetween the complete and the provisional,
the former may be explained by the latter: Siddell v. Vickers,
30 C. 1. 92, 97: 5 R. P. C. 426 ; and see Neilson v. Huarford (1841),
1 W. P. C. 331, a case relating to the analogous question of interpre-
tation of the title of the specification. The size, &e., of the paper on
which the provisional 1s to be written or printed and the formualities
connected with the application ave dealt with by rule 10. See post,
p. 685. Drawings must sometimes accompany the application. See
next noteand rules 30—33, post. Duplicates, documents, and drawings
are required by the comptroller. See Form B, post, p. 808. The pro-
visional specification need not be stamped. The applicant (or his
agent) must affix the date and sign the provisional on the last sheet.
If there be several joint applicants, the specification need not be

signed by them all : In the Matter of Grenfell's and McEvoy's Patent
(1890), 7 R. P. C. 151.

557
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Reference to exaniner, sect. 6, p. 963.

Amendment of seet. 7, sub-sect. 1, p. 565 ; Chap. VIIL sect, 3
p. 213. |

Comparison of, with complete, seet. Y, sub-sect. 1.

Variance hetween provisional and complete, sect. 11, syl.
sect. 1, also ante, p. 146.

Advertiseinent of acceptance is not rvequired.  See rule 2
p. 690, and notes, post.

Drawings.—See p. 694, and next note.

Form.—See post, p. S08.

8 Drawings.—For the rules as to drawings, and for the existing
regulations as to size, paper, quality of ink, scale, &e., sec Pntent?;
Rules, 1890, rules 30—33, post, p. 694.

The words If requirved arc new, the use of drawings having
formerly heen permissive, not compulsory (Boulton v. Bull (1795),
9 1. Bl. 481, per Buller, T, Blocum v. Flsee (1825), 1 C. &
P. 564, per Abbott, C. J.), and mean if required by the comptroller-
ageneral.

A specification could consist simply of drawing, and a descrip-
tion of it, provided that the invention was distinctly described and
climed @ Branton v. awkes (1820), 1 Cavp. P. C. 410, per Abbott,
C. 3.0 Foawell v. Bostock (1564), 10 [,, T. N. 5. 146, per Lord
Westhury, T C.; Lowpard v. Fardell (1869), 18 W. R. 120,

[ view of the wording of sub-sects. 3 and 4, it is very doubtful
whether the comptroller could pass specification consisting solely
of drawings.

Diawines are taken to he part of the specification @ Thllwams v.
Brodie. eited in 1. v, Arkwright (1785), 1 Web, P. C. 715 Hastigs
v. Brown (1853), 1 1. & B, 451+ Morgan v. Seaward (1836), 1 Web.
PC. 173 Morton v. Middleton (1863), 1 GC. R. & S. 3rd Ser.

290 To4 + Daw v. Iley (1867), L. R. 3 Eq. 500, n.; 14 W. R
1 26.

A< to the extent to which drawings will amphty or explain the rest
of the specification, see Muaefarlane v. Price (1816), 1 Web. I. C. 74;
Fairburn v, Household (1886), 8 R. P. G. 260. Sce also suprq,
p. 200. “

s to crroneous drawings, sce iller v. Searle, Barker & Co.
(1898), 10 R. P. C. 106, 111 Simpson v. Holliduy (1866), 19 W. R.
D' 5.

o Whether left on application or subsequently.

On a joint application the comptroller cannot accept more than
one specification 5 therefore the parties must agree as to its form:
Apostolof’s -Application (1896), 13 R. P. C. 27%.
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10 Complete specification :— Sect. 5.
Reference to examiner, sect. 9, p. 5A8S.

Time for leaving, sects. 8, 9, pp. 567, 5G68S.

Aceeptance of, sect. 9, sub-sect. 4, p. 569.

Ccmllp:u*ison with provisional, sect. 9, sub-scet. 1, p. 568, and
notes thereto.

Protection under, seet. 15, p. H82.

Amendment of, sect. 18, p. 585 ; and ante, p. 213.

Transmission of copies of, sect. 100, p. 650.

Board of Trade may require duplicates of, sect. 101, suh-
sect. 1 (¢), p. 650.

Forms of, sce pp. 808, 518 et seq. |

This sub-section is declaratory of the comnon law.

While an exhaustive definition of the words ““ must particularly Nature of
deseribe and ascertain 7 falls bevond the scope of this note, it may complete
he possible to mdicate with general accuraey the tests of sufficiency
which the Courts have from time to time applied in the constiruetion
of specificatinns,

Thev are—Does the spectlication contain a full and bond fide dis-
dosure of all things material to the particular invention within the
knowledwe of the patentee at the time of specifving?  Cartwright .
Eamer (1300), cited 14 Ves. 131, 136, per Lord Eldon: 2. v. k-
wright (1759), 1 Webo Po Co 66, per Buller, J.; Boveill v. Moore
(1515-16), Dav. P, C. 361, per Gibbs, C. J.; Sturtz v. De la e
1825), 5 Russ, 3240 per Lord Lyndhurst, L. C.; Coles v. Baylis
1556), 3 R. 1. C. 180, per Bacon, V.-C.

The two requisttes of a complete specification mentioned in this
wh-seetion must be kept separately and distinetly in mind.  The
specification must show (1) what the invention is, and (2) how it is
to be carried out. |

A speetfication may be insuflicient if wnbiguous, e.. if o generie
term 15 used, and a particular species alone will avail: Turner .
Winter (1757), 1 W. P. C. 77 Weqgmann v. Corcoran (1879), 13
Cho Div. 655 Gandy v. Reddaway (1885), 2 R. P. C. 49.

When the specification oniits proportions of the mgredients, the
spectfication is sometimes bad, sometimes not.  See Patent Ly e
Jowling Co. v, 1ichards (1809), 1 Johns. 381 ; Lritish Duynamite
Co.v. Rrebs (1879), Good. P. C. 88.

A specification which does not diselose improvements discovered
by the inventor since the provisional was filed, and which relate to
the invention, is bad, if the improvements ave really but improved
eans .ot carrving out the invention disclosed in the specification.
!f the improvements wmount to an invention which aoes beyond the
vention disclosed in the provisional, the applicant not only need

7 |
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not, but must not (on account of disconformity), include theny ; inthe-
complete.  Sec and ef. Edison v. Woodhouse (1886), 32 Ch. Div. 521
Miller v. Scarle Darker (1893), 10 R. P. C. 166, 111; (J.'f:us,slf,-;y\I
Beverley (1829), 1 W, . C. 117.

The speeification should disunguish what is old and what ig new:
hut this need =0 be stated in express terms, and if from the speclh
cation can be gathered what is claimed as the novelty, this requisiie
s satisfied.  See Carpenter v. Smith (1841), 1 W. P. C. 532, Ty
applies to a patent for improvements : Fozwell v. DBostock (1864),
f De G.J. &S, 298, 1t applies equally to patents for conbinations,
bhut when the combination is claimed without the subordinate integeys
the elaim for the combination alone suflices, for it may be g*ttheled
that the combination as a whole is the novelty, and that the parts
are not claimed to be new.  See inter alie Harvison v. Andergto
Foundry Co. (1876), 1 App. Ga. 577, 5835 Clark v, Adic (1877), 2
App. Ca. 315 Moovre v. Bennett (1884), 1 R. P. C. 35 Proctor v
Dennis (1887), 36 Ch. Div. 740, 762 4 R. P. G, 333; Relly v,
[Teathiman (1890), 45 Ch. Iiv. 256, 8 R. P. C. 343; Lyon v.
Croddaid ( 1S40, 11 R. P. C. 357.

The following is a test of the sufliciency of the description: I
the deseription of the mvention sulliciently  accurate to enabl
a cioreful and competent workiman, accustomned to the kind of
manufactire forming the matter of the patent, to make the inven
tion without any further experiment or aid than that which his
practical  knowledge and  the specification afford him?  British
Dynamite Co. v. Krebs (1879), 1T Good. . C. 88, 91; Miller v,
Searle, Buarker  Co. (1893), 10 R, P, C. 106, 111 Budische
Anilin wnd Sode Fabrik: v, Levinsteoe (1887), 12 A, C. 710, 713
4 R, 1. Co 4495 and per Lindley, L. J., in Fdison v. Holland,
6 R. P, 281,

IFor a fuller discussion of this subject, sec ante, p. 173.

11 The title.—The House of Liords has decided that the part of
the seetion requiring a claim s divectory only (Viekers v. Siddell,
15 App. Cua. 496).  Seet. 7 (tnfra, p. 565) makes insufficiency of title
a cround for refusing a patent, and practically, therefore, the title is
still o necessity.

The Luw as found in the older cases stands thus :—The title must
express correetly and concisely the subject-matter of the invention;
and ought to he neither too navrow to include the whole invention,
nor so wide that it includes more than the patentee has invented.

The mtroduction of the provisional specification and the power
to require amendments, now conferred upon the comptroller-generdl,
have made the old cases as to variance between the title and the
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specification of less -importance ; b1‘.1t for convenience of search the
itle is still useful, and its accuracy is matter of importance, as it may
have an important bearing on the construction of the claim when the
sufficiency of the specification or the novelty of the invention is in
question.

The objection to the title may be taken by the Crown when the
patent 1s applied for; but probably nowadays a patent once granted
«ill not be invalidated merely on the ground of insufficiency of
itle. It will be observed that amongst the grounds of opposition
to the grant of a patent insufliciency of title is not named. Sce
1';;_f'm, seet. 11.

The generality of the title may be rvestricted by the specification,
ad in some cases the converse holds good. The title and specifica-
don are to he read together: Hornblower v. Boulton (1799), 8 T. R.
95 Neldlson v. Harford (1841), 1 W. P. C. 295, 331; Lister v.
\orfon, 3 R, P. C. 203. But the specification has never heen allowed
to extend the meaning of the title so as to make the grant include
that which could not fairly eome within it: Croll v. Edye (1850), 9
C. B. 479 19 L. J. C. P. 201. The title should not be too narrow,
a3 it may in such case restriet the grant: Wewht v. Iitcheock (1870),
.. R. 5 lix. 37.

The title mayv be amended by excision under sects. 7 and 9: Dart's
Dutent, Grritt, I, C. 307. I the specification has already been made
public property, the application should he made under sect. 18:
Jones's Datend., Griff, P, G, 313.

As to the title generally, its nature, variance between title and
specification, e., see ante, Chap. V1., p. 135.

Report of examiner upon the title, sect. 7, sub-seet. 1.

Amendment.—See sects. 7, 9, 18. .

12 .1 distinet statement.~—* Distinet”’ means independently of and
apart from the mere deseription of the nature of the invention and
of the wav in which it is to be carried into eftect: Siddell v. Vickers
(1858), 30 Ch. Div. 92; 5 R. P. C. 428; 15 App. Ca. 4906.

18 The claim.~—The important subjeet of cluims is fully dealt with
unte, p. 15,

This provision is direetory only. A specification without a claim
should not he passed by the comptroller; but if by any chance
it were, the patent would not, therefore, be bad: Siddell v. Vickers
(1890), 15 A. C. 496; 60 L. J. Ch. 105; 7 R. . C. 292.

Under the old law it has been stated that a claim is in fact a
disclaimer.  See, e.g., per James, L. J., in Plimpton v. Spiller (1877),
b Ch. Div. 426 ; also Hinks v. Safety Lighting Co. (1876), 4 Ch. Div.
012; Easterbrook v. G. W. Railway (1885), 2 R. P. C. 208; Lucas

E. 00
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v. Miller (1885), 2 R. P. C. 159. Under the present Act the claip
still performs to some extent the function of a disclaimer, but it ig yg
longer correct to look upon it merely as performing that functigy,
« Gince 1883 it is not correet to speak of a claim as a disclaimer,
as one can now only protect what is claimed : ™ per Herschell, L, ¢,
in Parkinson v. Simon (1895), 12 R. P. C. 406 ; but see dicta of I{a}v:
.. J.. and Smith, L. J., in Edison Phonograph Corporation v. Swig),
and Young (1894), 11 R. P. C. 401, 405.

The elaim should not he too wide, as 1t may then inelude withip
its scope that which 1s not patentable. In such case the claim i
had, and with it the patent falls: Rose v. Braby (1894), 11 R. P. (.
198 : Parkinson v. Scmon (1895), 12 R. P. C. 408. Whether a claip
which is too wide, in view of the invention specified, would he had
1 the oxcess is new and otherwise patentable, quere. Wright, J.
(supported by Smith, L. J.), thought not. Sce Jddison and Bl
Phonoyraph Corporation v. Smith (1894), 11 R. P. G. 163, 408;
and sce ante, pp. 186, 187. But the patentee may diselaim a had
claim.  See sccts. 18 to 20.

T the cluim is too narrow there is danger that in an action for
infringement the defendant may be able to show that his many-
facture keeps outside the claims of the plaintifl. Scc especially
Cassel Giold Ertracting Co. v. Cyanide Gold Itecovery Syndicate (1833),
19 R. P. C. 232 Purkinson v. Stmon (1895), 12 R. P. C. 405.

The effect of the words ¢ substantially as described,” 1 apparatus
quch as deseribed,” was considered in the following, amongst other,
cases: Youny v. Rosenthal (1884), 1 R. P. C. 33; Dltmpiton v. Spller
(1876), 6 Ch. Div. 426; Cassel Gold, de., Co. v. Cyantde Gold, de.,
Co. (1895), 12 R. I’. C. 232 ; Parkinson v. Stmon (1893), 12 R. P. C,
108 Ildison-Bell, de., Corporation v. Smith (1894), 11 R. P. C. 3%).
The general result seems to be that such words must be given a full
meaning, and generally will throw those construing the claim back
to the hody of the specifieation, but if this cannot be done con-
sistently with giving a proper construction to the rest of the claim
tho words will not have this effect.  And though mere redundancy or
repetition will not invalidate o claim (Wenham Gas Clo. v. Chanpioi
Guas Lamp Co. {(1892), 9 R. P. C. at p. U38), an interpretation
which would give an identical meaning to several separate claims
would primd  facie be the wrong interpretation:  Parkmson v.
Simon (1893), 12 R. P. C. 408.

If two modes of performing are claimed, and one will not work,
sec and contrast Lewis v. Marling (1829), 10 B. & C. at . 2,
R. v. Cutler (1849), 14 Q. B. 372, n,, and Sionpson v. Holliday
(1566), 5 N. R. 340.

A claim must be very wide to justify any Court in saying that
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2 patent cannot he supported based upon :it: Cotlton, L. J., in
1ruold v. Bradbury (1871), 6 Ch. 711. But ““ I claim every mode
;]f cutting ice except by human power ™ would be bad : Zbid.

Tt is allowable to point out that the invention can be utilised for
o known process provided it be clearly pointed out that the old
process 1 not claimed : Goddard v. Lyon, 11 R. P. C. 3:54.

Clums for improvements are allowable, but the improvement
qust be specified in accordance with the doctrine of ILozwell
v, Bostock (1864), 4 De G. J. & . 298 ; and see ante, p. 189.

The combination may be claimed alone without the subordinatc
interer.  In that case there is no need to diselatin the separate parts :
(.'[m:r’c v. Adie (1875), 2 A. C. 320; Moorev. Bennett (1854), 1 R. P. C.
129. 143; and sec ante, p. 189 ¢ seq. Hence 1f each of.the parts
Le old, but the combination be new and patentable, the claim for the
comhination will be good, e.g., Hayward v. Hamilton (1879), Griff.
P.C. 115 (pavement lights case) ; Kelly v. Heathman {1890), 45 Ch.
Div. 256: 8 R. P. C. 343 (telescopic ladder ease); Peckover v. Iowland
(15033, 10 RR. P. C. 224 (apparatus for softening water in boilers, &e.).
" Claims for the subordinate integers may he joined with claims for
the whole combination. In such case the eclaims for the integers,
if claimed as independent inventions, or, as it 1s styled, 7n ¢ross, arce
neated as substantive elaims, and if they are bad the patent is
invalid until the bad elaims are got rid of. If, on the other hand,
the subordinate integers are but part of the main invention, if they
are wppendant, want of novelty in them will not affect the patent.
As to inteyers in gross, sce Clark v. Adie (1875), 2 App. Ca. 320;
as to integers appendant, see Dritish Dynamite Co. v. Krebs (1879),
Good. . C. 93, 94; also Plimpton v. Spiller (1877), 6 Ch. Div. 426
(roller skate case).

The construction of a specification of clalms is considered ante,
p. 202, Stated shortly and generally, the rule with regard to claims
is as follows: The claims must be construed as any ordinary
documents would be construed, and if the meaning is clear, that
meamng must be given to them ; but if the “ language of a claim
he ambiguous, and it be fairly capable of two constiructions, the
Court would be disposed to adopt that construction which would
uphold the patent, and not that which would render it invalid:”

Lord Davev in Learkinson v. Simon (1895), 12 R. P. C. at p. 411.

6. The comptroller! shall refer every application to
am examiner,? who shall ascertain and reports to the
comptroller whether the nature of the invention has been
fanrlv deseribed,* and the application, specification, and
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drawings (if any) have been prepared in the preseribheg

manner,” and the title® sufficiently indicates the subject.
matter of the invention.

1 The comptroller :—

This is the first mention of the comptroller in the Act; his dutie
awre best considered under the various seetions in which his nam,
occurs.

As regards the Patent Office and the comptroller’s connection with
it, see ante, p. 110.

o The examiners.—As to examiners generally, ante, p. 111.
Appointiment of, sect. 83, sub-sect. 1.

Reference of specifieations to, sect. 9, sub-sect. 1.

Reports by, sects. 7-—9, sub-sect. 2.

3 Ieports of examiners—These reports are private, and are only
linhle to production under sect. 9, sub-scct. 5. The comptroller is
not bound by the report; he must use his own judgment: (s
Patent (1690) 7 R. P. C. 250.

The examiner has to veport on the following points :—

I's the nature of the invention fairly described ?

Have the application and specifieation or specifications and

drawings, if any, been prepared in the preseribed manner?

Does the title sufficiently indicate the subject-matter of the
imvention ?

[s more than one invention claimed ?

And where there is a provisional specification left in the firs
instance, the examiner has to report on the second reference
to him with the complete specification whether the complete
describes substantially the same invention as the provisional
specification.

Whether the invention is contrary to law or morality.

a I'airly described.—See note supra, sect. H, sub-scet. 4.
5 Drescribed mainer.—Cp. Patents Rules, 1890, pp. 659, 694 et seq.

8 The title.—Sce note supra, seet. 5, sub-scet. 9. The provisional
specification ¢ must deseribe the nature of the invention.” It s now
sufticient for the title to indicate its subject-matter.

. (1) I{" the cxaminer reports that the nature of th
Deention is not fuirly deseribedy or that the application, spec
/“”“””, or drawings has not or have not been pnpuml i Uhe
prescribed mannery or that the title does not suffictently inded
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the subject-matter of the invention, the comptroller may rvequire
dat the application, specification, or drawings be amended
Lefore e proceeds with the application.

'(’2.) [ here the comptroller  requires an  amendment,  the
applicant may appeal from his decision to the law officer.

(3.) The lawe officer shall, if required, hear the applicant
and the comptroller, and may make an order  determining
whether and subject to what condttions, (f any, the application
.J[HH fn’ umymw?.

(1) The comptroller shall, achen an application has been
aecepled, give notice thereof to the applicant.

(5.) 11 after an application s been made, but before o
patent Daas been sealed, anapplication is made accompanied
by o specification bearong the same or o stmdar title, it shall

e the dudy of te ecaniner to report to the C{HH}]“'UN;*}' whether

the specttication appears to iim to comprise the same incention ;
and, 1f e oreports i the agfivmative, the comptroller shall give
nltee to e .«q;,;h}-.«:ms theat he has so rqmrh'd.

(o) Wohere the ecaminer reports in the affirmative, the comp-
froller Nt fh*h'rnu'm', .'ifllfjt.’r,'f fo n uwu'ui o the o f{!ﬁf'f'l‘,
whether the tneentton comprised i both applications is the
sume, el of 5o e may refuse to sead « patent on the applica-
fion r_iI. the second H]J/J{I'L'HH(._}

"7. (L: If the examiner reports that the nature of the invention
is not fatrly described, or that the application, specification, or draw-
ings has not or have not been prepared in the prescribed manner, or
that the title does not sufficiently indicate the subject-matter of the
invention,' the comptroller may refuse to accept the application,® or
require that the application, specification, or drawings he amended
before he proceeds with the application;” and in the latter case the
application shall, if the comptroller so directs, bear date as from the
time when the requirement is complied with.

2.0 Where the comptroller refuses to accept an application or
requires an amendment, the applicant may appeal from his decision
to the law officer.’

"3) The law officer shall, if required, hear the applicant and the
comptroller, and may make an order determining whether, and subject
to what conditions, if any, the application shall be accepted.

_“*4.3 The comptroller shall, when an application bhas been accepted,
gve notice” thereof to the applicant.

565
Sec_:t. 7.

amendment.
Repealed.

Act 1888,
sect. 2.

Act 1888,
sect. 2.
Power of
comptroller
to refuse
application
or require
amendiment,

Appeal to law
otticer.

Hearing by
law oflicer,

Notice of
acceptance.



0006
Sec1_;: 7.

Rival
applications.

(rrounds on
which comp-
troller may
l't:(|1li "
amendnient.

HSeope of
CXIILINer's
preliminary
duty,

PATENTS AcTs, 1883—S8S,

"(6.) If after an apvlication for a patent has been made, hut before

"~ the patent thereon has been sealed,” another application for g Patent

1s made, accompanied by a specification bearing the same or g similay
title, the comptroller, if he thinks fit, on the request of the 8econd
applicant or of his legal representative, may, within two months of ty,
grant of a patent on the first application, either decline to procesg
with the second application or allow the surrender of the patent, if gp

granted thereon,”’

1 See note to seet. G, supra.

2 Though the examiner does not report that an amendment g
requisite, it is the comptroller’s duty to require one if he thinks fit
The examiner’s report does not fetter; it assists the comptroller tg -
form a judgment: C.'s Datent (1890), T R. P. C. 250.

8 The comptroller may require that the application, de., be amended.

In determining what amendment is requisite the comptroller is not
fettered by the report of the examiner; he must use his own judicial
discretion: C.'s Application (1891), 7 R. P, C. 250.

The grounds on which the comptroller may require amendment
are—that the nature of the inuvention is not fairly described: that
the application, speeification, &e., have not been prepaved in the
prescribed manner: or that the title does not sufliciently indicate
the subject-matter of the mvention.

He has no authority to refuse an application or to require amend
ment on the gromrd that the subject-matter is not useful, or not
novel, or impracticable.

There has not been as vet any judicial construction of the words
“if the examiner veports that the nature of the invention is not fuirly
deseribed ;" and the precise scope of the examiner’s preliminary duty
15 therefore uneertain,.  He has not to decide what the amendiment
ix to be: Cls Application (1891), T R. P. C. 250.

But it seems improbable that the Legislature intended anvthing
more than that the examiner zhould ascertain and report whether
the specification on the fuce of it fairly describes the invention.  The
most absurd invention would be passed by an examiner, provided
that the inventor’s meaning were intelligible,  The decision of Siv
Richard Webster, A.-G., in Brown’s Datent (1887), Grift. A. P. C. 2,
lends colour to this view of the character of the examiner’s duty.

Semble, any amendment under this section must in form be at the
requirement of the comptroller or of the law ofticer.  As to voluntary
anmendment by the patentee, see notes to scct. 18.

Proceedings to amend a speecification which has not vet heen
published are taken under this scction, or under sect. 9. After the
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speciﬁcation has become public property the procedure of sect. 18
nust be used: Jones's Patent, Griff. P. C. 313. DBut quere, does
+ hecome public property before it is accepted by the Patent Office :
e Jones's Putent, supra, which is not very satisfactory on this
point. Cf. Dart's Application, Griff, 307.

4 The lae officer.—This is the first mention of the law officer in the
Act.

As to definition of law oflicer, sect. 117, sub-sect. 1.

Appeals to, against refusal of comptroller-general to accept com-
plete specification, sect. 9, sub-sects. 2, 3.

Appeals to, on opposition, sect. 11, sub-seets. 2, 3.

Appeals in regard to amendment of specifications, sect. 18, sub-
seels. 3—1.

Costs in proceeding before, sect. 38.

Powel 1o examine witnesses on oath, 7did.

Power to make rules, 1bid.

Power to summon expert, +bid.

The appeal to the law officer is new.

See ** Rules Regulating the Practice and Procedure on Appeals
to the Law Ofticers,”” and notes thereon, infra, Appendix, p. 713.

5 Notice of aceeptance.
The application 1s accompanied by a provisional or a complete

specification.
The acceptance is to he advertised in the Oflicial Journal of the
Patent Oftice, (Patent Rules, 1890, rule 21, p. 690).

8 Sculing.—As to sealing, see sects. 12, 13, p. 577.
Seal of Patent Office see seet. 84, p. 641,

7 Lival upplications.—This sub-section amends the corresponding
sub-section in the Act of 1883, in the following particulars :—(1) the
report of the examiner, with regard to conflicting and pending appli-
cations, 1s dispensed with 5 (2) the comptroller’s power to decline to
proceed with the second application is discretionary.

507
Sect. 7.

8. (1.) It the applicant does not leave a complete Time for

leaving

speaification with his application,’ he may leave it at specifieation.

any subsequent time within nine months? from the date
of application.

A co_mplete specification may be left within such extended time,* not Act 1885,
exceeding one month after the said nine months, as the comptroller sect. 3.

may on payment of the prescribed fee allow.’
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(2.) Unless a complete specification 1s left within thgt
time the application shall be deemed to be abandoneds

1 Complete specification with application.—As to leaving complate
specification in first instance, see sect. 5, sub-sect. 2, ante, p. 541,

o Ninc months.—Month here means calendar month: 13 & 14
Viet. ¢. 21, s. 4. The day of application is excluded in the reckon.
ing : Williams v. Nash (1859), 28 L. J. Ch. 886; 28 Beav. 93.
Russell v. Ledsam (1845), 14 M. & W. 574, 582. In the event 0;
the last day falling on Christmas Day, Good Friday, Saturday,
Suuday, or Bank Holiday, an extra day 1s allowed ; see 1883, sect.
08, and Patents Rules, 1890, rule 7.

3 Kurtension of time.—The extension of time for one month is
veadily granted by the comptroller, the general reason being experi-
ments not completed, or desive to apply for and obtain foreign
pitents.

a Dreseribed fee.—The fee is £2, sce p. 712,

5 Abandonment of « pph'catz'mz.——-Under the Act of 1852 1t was held
that the abandonment of a provisional speeification did not amount
to a publication of it, so as to invalidate a patent upon a subsequent
application for the same invention : see Oxley v. Holden (1860), 30
L. J. Ch. 63; S C. B. N. 8. 666.

In Lister v. Norton (1886), 3 R. P. C. 200, under substantially the
same cireumstanees as before, it was held that the abandomment of
the lirst provisional specification would not avoid the patent, evenil
acetual user during the currency of the first provisional specification
can be shown.

This ease opens an important question as to how long an inventor
ean obtain protection by filing provisionals in succession. e appears
to he protected from acts of user, and under the Act of 1885, seet. 4,
the specifications accompanying an abandoned application are never
exposed to public inspection.

9. (1.) Where a complete specification 1s left aiter a
provisional specification,! the comptroller shall refer both
specilications to an examiner? for the purpose of ascer
taining whether the complete specification has been
prepared in the preseribed manner,” and whether the
invention particularly deseribed in the complete specifica-
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tion is substantially the same* as that which is described
.1 the provisional specification.?

2.) If the examiner reports® that the conditions
pereinbefore contained have not been complied with,
the comptroller may refuse? to accept the complete
spuciﬁcntion unless and until the same shall have been
amended to his satisfaction ;® but any such refusal shall
he subject to appeal to the law officer.?

(3.) The law officer shall, if required, hear the applicant
and the comptroller, and may make an order determining
whether and subject to what conditions, if any, the
complete specification shall be accepted.

(4.) Unless a complete specification is accepted ' within
twelve months from the date of application, then (save
in the case of an appeal' having been lodged against the
refusal to accept) the applicaﬁon shall, at the expiration
of those twelve months, become void.™
A complete specification may be accepted within such extended time,

not exceeding three months after the said twelve months, as the comp-
troller may on payment of the prescribed fee allow.!

(5.) Reports of examiners shall not in any case be
published or bhe open to public inspection, and shall not
be frable to production or inspection in any legal pro-
OEL‘l]illg uf/n'r HMH ({1 HMM'H{ {0) HM‘ hm' ff!ﬁf'f'}' Hmff_'r HH'S
Aet . unless the Court or officer having power to order
discovery i such legal proceeding shall certifv that such
production or inspection is desirable in the interests of
justice. and ought to he allowed.!

1 Compiete left after provisional.—Cp. seet. 5, sub-sect. 2, and
ditte, pp. 119, 120.

2 Loraminer.—See note to seet. 6.

The examination is not conclusive on the question of nonconformity
of the provisional and complete specifications, and the patent is liable
to be revoked if the specifications do not conform: Nuttull v.
Hargreares (1592), 1 Ch. 23; 8 R. P. C. 430, and sce nfra, note 4.

3 Whether the complete specification hus been prepared in the pre-
ertbed minnner.—Cp. Patents Rules, 1890, rules 3033, pp. 695, GY6.
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Sect. 9. a4 Substantially the same.—Erom the language of Lord HﬂlSl)ury,
L ffect, of in Siddell v. Vickers (1888), 15 A. C. 496, quoted under seet, 5
variance sub-seet. 3, it appeared that varinnee between the complete and th,
:{Eﬂﬂl‘ present yyovisional specifications derives no new significance from this Ag

and is fatal, if at all, in virtue of the previous law. The Court of
Appeal has accepted this dictum: Nuttall v. Hargreaves (1892,
1 Ch. 23; 8 R. P. G. 450.

The complete should not contain as a part of the inventigy
anything not within the ambit of the provisional: HWoodward .
Sansum (1887), 4 R. P. C. 166. It may not contain a differen
invention. whether alone or in conjunction with one fanly within the
scope of the provisional: Buatley v. Rolerton (1878), 3 App. Ca.
1055 Watling v. Stecens (1856), 3 R. P. (. 147, 101 Guadd v,
Mayor of Manehester (1892), 9 R. P. C. 526G ; United Telephone (g,
v. Harrison (1852), 21 Ch. Div. 720.

But an improvement or better means of carrving the ventiop
into effeet may, and generally must, be included in the specitication,
without dinger of conformity @ Miller v. Searle, Barker «{ Co. (1593),
10 R P.Co 1L Bailey v Lloberton, wbi supra ; Gadd v. Mayor of
Veanechester, ubi supra ; Woodward v. Sunsun, whi supra ;. Pean v,
Bibhy (1866), 2 Ch. 127 1 Crossley v. Deverley (1829), 1 W. P C 112
An entirely new invention cannot he included under the guise of an
improvewent s Gadd vo Mayor of Manchester (15892), 9 R. P.C. 5%

Matters of detail may be added to the complete, though not in the
provisional @ Lucas v. Miller (1855), 2 R. P. C. 150.

[f the provisional contains more than the complete, this alone i
no wround for declaring the patent invalid : Zhomas v. Weleh (1866.
Lo RLC D192 Denn v, Bibby, ube supid.

Whether the provisional and complete are in such conformty ass
required by law is a question of fuet: Needhum v. Ovley (1563
S fnTLN. S 9325 1 HL & ML 248,

I an aetion the plea of insufliciency of the specification entitles
the defendant to set up the invalidity of the patent on the ground ¢
disconformity s Denn v Bibly, wbt supra. But the defendant mus
vive particulars: (1850) Watling v. Stevens, 3 R. I C. 153, 154

The provisional 15 not published until the acceptance of the
complete specitieation,