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Maxheimer v. Mayer, 9 I. R, 460, 1881, South. Dist. N. Y.,
Wheceler, J.

Is cited in Sessions v. Lomadla, 21 F. R. 131, 1884,
Kast. Dist. Wis., Dyer, J., as a case where two distinct
inventions werc held to be rightly joined in one patent,
being designed to co-operate together for the same end
Or purposec.

May v. Fon du Lac County, 27 I¥. R. 695, 1886, I<ast. Dist.
Wis., Dyer, J.
Is said in Bay v. Mercer County, 30 F. R., 249,
1887, Dist. Ky., Barr, J., to hold a county liable for
infringement of a patent. Sce Collins v. Lcebles.

May v. Johnson County, MSS., Ind. 7th Circuit, Davis, J.

Is said in Muy v. Mercer County, 30 F. R. 249,

1887, Dist, Ky., Barr, J., to hold a county liable for
infringement of a patent.

McClurg ». Kingsland, 1 How. 202, 1843, Supr. Court,
Baldwin, J.

Is cited in Pierson v. Eagle Screw Co., 3 Story, 405,
1844, Dist. R. 1., Story, J., upon the construction of
the patent act of 1839, ch. 88, § 7.

Is interpreted in Wilson v. Rousseau, 1 Blatehf. C. C.
38, 1845, North. Dist. N. Y., peir Curiam, to the same
effect as in Day v. Union India Rubber Co., infra.

Is explained in Day v. Union India Rubber Co., 3
Blatehf. C. C. 504, 1856, South. Dist. N. Y., Hall, J., as
holding that the defendants who had used an invention
before the patent had been applied for, with the inventor’s
consent, founded upon sufficient consideration, had the
right to continue to use the invention after the inventor
had obtained a patent and assigned it to the plaintiff.

The remark of Mr. Justice Baldwin, obiter, that use
in a factory is public use, is quoted in Lerkins v.
Nashua, &c. Paper Co., 5 Ban. & A. 397, 1880, Dist.
N. H., Lowell, J.
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This case 18 considered, in reference to the construe-
tion it applies to § 7 of the patent act of 1839, provid-
ing that every person or corporation may use, and sell
to others to he used, any specific machine, manufacture,
or composition of matter which they have purchased or
constructed prior to the application for a patent, in
Lrickill v. New York, 7 F. R. 481, 1880, South. Dist.
N. Y., Wheeler, J.; s. ¢c. 5 Ban.. & A. 547 ; and in the
latter case it is said not to be probable that AMe Clurg v.
Lingsland would be followed beyond cases of this class
on the same statute, and also that the language of that
case, although broad cnough to cover all patents, is to
be understood to be considered with reference to the
very casc before the court.

The principles of this case are said, in Worley v. To-
bucco Clo., 184 U. S, 344, 1881, Supr. Court, Woods, J.,
to be, that if a person employed in the factory of an-
other, while receiving wages, makes experiments at the
expense and in the factory of his employer, bas his
wages increased in consequence of the useful results of
his cxperiments, makes the article invented, and per-
mits his employer to use it, no compensation for its use
being paid or demanded, and then obtains a patent for
it, the patent is invalid and void. This principle is ap-
proved in Worley v. Tobacco Co.

It is said in New Process Fermentation Co.v. Mawes,
20 I'. R. 729, 1884, North., Dist. Ind., Drummond, J.,
that this case sustained a patent for a process for cast-
ing iron rolls, although there was not much discussion
upon the patentability of the claim.

Is cited in Duffy v. Reynolds, 24 I. R. 858, 1885,
Dist. N. J., Nixon, J., as explaining that § 4899,
U. S. R. S. has a twofold object, — to protect a person
who has used the thing patented by having purchased
or made the machine to which the invention is applied,
from any liability to the patentee or his assignee;
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second, to protect the rights granted to the patentee
acainst infringement by any other persons.

Is explained in fupgood v. Lewitt, 119 U. S. 233,
1886, Supr. Court, Blatchford, J., as deciding only that
the facts justified the presumption of a license to the
employer to use the invention as a defence by him to a
suit for the infringement of a patent taken out by the
cmployee.

Is cited in flerman v. Herman, 29 T, R. 94, 1886,
South. Dist. N. Y., Brown, J., as holding that, under
the circumstances of the case, a license or egrant to use
an invention was to be necessarily inferred from the
contract, and from the relation and acts of the partices.

McCormick v. Seymour, 2 Blatchf. C. C. 254, 1851, North.

Dist. N. Y., Nelson, J.

Is explained in Zoppan v. National Banlk Note Co.,
4 Blatchf. C. C. 511, 1861, South. Dist. N. Y., Ship-
man, J., as deciding that if a patentee allows public
use of his invention more than two years before he ap-
plies for a patent, he forfeits his right o a patent,

Also quoted in Bevin v. Lust Humpton DLl Co.,
9 Blatchf. C. C. 62, 1871, Dist. Conn., Shipman, J.

Reference is made in Cellidoid Munuf. Co. v. Com-
stock, &c. Co., 27 F. R. 360, 1886, Dist. Conn., Ship-
man, J.,, to the well-known charge of Mr. Justice
Nelson to the jury in the former case as to the patent-
ability of an invention.

McCormick v. Talcott, 20 How. 402, 1857, Supr. Court,
Grier, J. ’
Is said in Morley Sewing Machine Co. v. Lancaster,
23 F. R. 345, 1885, Dist. Mass., Colt, J., to lay down
a clear principle that a patent for a primary inven-
tion should have a more liberal construction than is
usual in the case of secondary invention, and may
include all machines which do not have some substan-
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tial difference; whereas in the case of an improvement
on a known machine slight differences may prevent
mfringetment,

McKay ©v. Wooster, 2 Sawyer, 373, 1873, Dist. (Cal.,
Sawver, J.

Is explained in Hatch v. Adums, 22 F. R. 438, 1884,
East. Dist. Penn., Mckennan, J., as having been de-
cided upon an erroncous idea that the case of Adamy
v. Durke, 4 Fisher, 392, involved in its decision an
extra-territorial sale of a pateunted article.

McMillin . Barclay, 5 Iisher, 189, 1871, West. Dist.
Penn., McKennan, J.
Is cited in Colgate v. Western Union Telegraph Co..
4 Ban. & A. G5, 1878, South. Dist. N. Y., Blatchford, J.,
as a casc where the lapse of eleven years between the
rejection of an application for a patent and a rencwed
application was held, under the circuamstances of the
case, not to be evidence of an abandonment expressed
or implied, the delay being satisfactorily explained.

Merrill v, Yeomans, 5 O. G. 267, 1874, Dist. Mass.,
Shepley, J. |
Is cited to the effect that a patentee who has invented
a process in the arts whereby an article of manufacture
is produced, new in kind, and not before known, may
separately claim and patent both the art and the manu-
facture, if both are new anrd useful in the sense of the
patent law, in Milligan & Zl. Glue Co. v. Upton, 1 Ban.
& A. 512, 1874, Dist. Mass., Clifford, J.

Merrill v. Yeomans, 94 U. S. 568, 1876, Supr. Court,
Miller, J.

Is construed in Gottfried v. Phillyp Best Brewing
Co., 5 Ban. & A. 36, 1879, East. Dist. Wis., Dyer, J.,
as a case in which a c¢laim for a process of manufacture
was subjected to rather limited construction. Merrill
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v. Yeomans is accepted in the latter case as authority
upon the question involved, but it was held that the
same question was not involved in Gotlfiried v. LPhillip
Best Drewing Co.

Is said in Dt v. Sterling Pump ('o., 107 U. S. 639,
1882, Supr. Court, Blatchford, J., to be 1 accord with
that casc.

Merserole ¢. Union Paper Collar Co., 6 Blatchf. C. C. 336.
1869, South. Dist. N. Y., Blatchford, J.

Is cited in Hurtell v. Zilghman, 99 U. S. 554, 1878.
Supr. Court, Miller, J., as a casc where Blatchtord, J.,
states strongly the doctrine that if a case involves only
rigchts arising under a contract respecting a patent, and
not any act of Congress, or the construction of any law
In regard to patents, a court of the United States has
no jurisdiction unless by citizenship of the parties.

Judge Blatchford in this case is said in Zecs v, Al-
bright, 13 I*. R. 414, 1882, Dist. N. J., Nixon, J., to
have decided that a State court has jurisdiction to decree
a license under a patent to be void; and if, in the in-
vestigation, that court is obliged to inquire collaterally
into the invalidity or validity of the patent as a consid-
eration for the license, such inquiry would not deprive a
State court of jurisdiction, or confer it on a court of the
United States.

Mevs v. Conover, 11 O. G. 1112, 1876, Supr. Court.
Strong, J.

A long quotation from the opinion of the court in
this case is made in Jrox v. Great Western Quick-
silver Mining Co., 4 Ban. & A. 28, 1878, Dist. Cal.,
Sawyer, J., as to the proper rule for estimating profits.
citing Mowry v. Whitney, 14 Wall. 651 (q. v.).

Middletown Tool Co. v. Judd, 3 Fisher, 141, 1867, Dist.
Conn., Shipman, J.

‘“ Whenever a change or device is new and accom-
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plishes beneficial results, courts look with favor upon it ;
the law in such cases has no nice standard by which to
gauge the degree of mental power or inventive genius
brought into play in producing the new device.” Quoted
in Celluloid Munvf. Co. v. Comstock & Cheney Co.
27 . R. 360, 1886, Dist. Conn., Shipman, J., as illus-
trating the law in regard to inventive skill necessary
to render an invention patentable before the decision
in Hollister v. Denedict &e. Manuf. Co., 113 U. S.

59 (q. v.).

Miller v. Bridgeport Brass Co, 12 O. G. 667, 1877, Dist.
Conn., Shipman, J.

Following this decision, the court in Mlayes v. Seton,
12 . R. 123, 1882, East. Dist. N. Y., Benedict, 4.,
held that several claims in a reissue were intended to
enlarge the scope of the patent, and that while some of
them were described or suggested in the original patent,
it was evident on the face of the patent that there was
no intention to describe them as part of the invention,
or to claim an exclusive right therein, and the right to
secure these improvements was lost by delay of nine
years from the date of the original patent.

The opinion in this case is quoted from at length in
LPutnam v. Hutchinson, 12 F, R. 130, 1882, North.
Dist. Ill., Blodgett, J., to the cffect that a reissue
which enlarges the claims of the original patent is
invalid.

Miller v. Brass Co., 104 U. S. 350, 1882, Supr. Court,
Bradley, J. |
Is limited in James v. Campbell, 104 U. S. 871, 1882,
Supr. Court, Bradley, J., as admitting that if by actual
inadvertence, accident, or mistake innocently committed,
the claim of a patent does not fully assert or define the
patentee’s right in the invention specified, a speedy ap-
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plication for its correction, before adverse rights have
accrued, may be successful.

Is affirmed in Bantz v. Frantz, 105 U. S. 166, 1882,
Supr. Court, Woods, J., as deciding that an application
for a reissue must be made immediately ; unreasonable
delay forfeits the right.

In Muthews v. Machine Co., 105 U. S. 58, 1881,
Supr. Court, Bradley, J., the same is again aflirmed.

Is affirmed in Gage v. Tlerring, 107 U. S. 645, 1882,
Supr. Court, Gray, J., that delay in obtaining a rcissue
invalidates it.

Is referred to in Combined Patents Can Co. v. Lloyd,
11 F. R. 150, 1882, East. Dist. Penn., Butler, J., as
being one of the late cases in which the subject of re-
issue was discussed. 'The opinion in AMiller v. Brass
Co. is quoted from to the effect that if there is a bona
fide mistake by which some part of an invention has
been omiftted from the original patent, the claim in the
reissuc may be cnlarged so as to include the omitted
portion ; but also to the effect that if an inventor only
patents a portion of his invention, and rests a long time
after his patent is granted, he is equitably estopped to
reissue his patent so as to cover the unpatented portion
of the invention.

The reasoning of the Supreme Court in this case is
said, in Me Williams Manwf. Co. v. Blundell, 11 F. R.
420, 1882, Dist. R. 1., Colt, J., to be applicable to cases
of the enlargement of a patent in the reissue, and where
it 1s for a different invention, intimating that the appli-
cation is to be limited to such cases.

The opinion of Mr. Justice Bradley in that case as to
the validity of a reissue in case of a real mistake in the
original patent, not a mere error of judgment, is quoted
in Jones v. Barker, 11 F. R. 599, 1882, Dist. Maine,
Lowell, J.

Is cited in Shkeriff v. Fulion, 12 F. R, 139, 1882,
O
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West. Dist. Penn,, Acheson, J., as setfling the law that
acquiescence by a patentee for a long time in the patent
as originally granted estops him from claiming a reissue
on the ground of mistake.

Is said in Muctlay v. Jackman, 12 F, R. 619, 1882,
South. Dist. N. Y., Wheeler, J., to strongly intimate
that whatever the patentee describes in a patent and
does not c¢laim is abandoned to the public unless it was
omitted to be claimed by inadvertence or mistake, and
the correction is sought immediately upon discovery of
the omission.

Is cited in Zi¢llinghast v. Ilicks, 13 F. R. 390, 1882,
North. Dist. N. Y., Coxe, J., as deciding that a long
delay after an original patent is granted, before the
reissue is applied for, acts as an estoppel to prevent the
granting of a reissue.

Is approved in Olements v. Odorless Apparatus Co.,
109 U. S. 619, 1883, Supr. Court, Blatchford, J.

Is approved in Zurner & 8. Co. v. Dover Stamping
Co., 111 U. S. 327, 1883, Supr. Court, Matthews, J.

Is cited to the same effect as above in Newion v.
Furst, &e. Munuf. Co., 14 F. R, 470, 1882, North.
Dist. Ill., Blodgett, J.

Also Cote v. Moffitt, 15 F. R. 345, 1883, Dist. Mass,
Lowell, J.

Also Singer Manuf. Co. v. Goodrich, 15 F. R. 456,
1883, Dist. Mass., Nelson, J.

Is stated in fves v. Sargent, 17 F. R. 449, 1883,
Dist. Conn., Shipman, J., to declare that the right to
have a mistake 1n a patent corrected when the mistake
was plain and forthwith discernible, and improperly nar-
rowed the claim, must be speedily exercised, or the right
will be necessarily abandoned and lost by unreasonable
delay. Miller v. Brass Co. is said in the latter case to
have been favorably rveferred to by the Supreme Court
in at least four cases since its decision.
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Is said in Hartshorn v. Lagle Shade Roller Co., 18
I'. R. 92, 1883, Dist. Mass., Lowell, J., to have given
an emphatic and reiterated declaration that a delay of
more time than would be reasonably sufficient to read
the patent and ascertain its need of amendment should
be accounted such laches as will invalidate a reissue in
a case where the enlargement of the claim is the only
amendment. It is said in Jlurtshorn v. Lagle Shade
Ioller Co., that this emphatic and reiterated declara-
tion cannot be overlooked.

Reconsidered and aflirmed in Mahn v. Hurwood, 112
U. S. 357, 1884, Supr. Court, Bradley, J. (Miller, J.,
dissenting, is of opinion that as to reissued patents the
question of laches or delay should be governed by the
same rules as in case of an original patent.)

Is cited to the same general effect as above in Coon
v. Wilson, 113 U. S. 277, 1884, Supr. Court, Blatch-
ford, J.

Is interpreted in Wollensalk v. Rether, 115 U. S. 99,
1884, Supr. Court, Matthews, J., to have declared that
where the mistake suggested as the ground for a reissue
is merely that the claim is not so broad as 1t might have
been, as this mistake is necessarily apparent upon the
first inspection of the patent, if any correction is desired,
it should be applied for immediately, and that the grant-
ing a reissue for such a purpose after an unreasonable
delay, is clearly an abuse of the powers to grant re-
issues, and may justly be declared illegal and void;
that in reference to reissnes made for the purpose of
enlarging the scope of the patent, the rule of laches
should be strictly applied, and no one should be re-
licved who has slept on his rights and thus led the pub-
lic to rely on the implied disclaimer involved in the
terms of the original patent; and that where this is
apparent on the face of the instrument upon a mere
comparison of the old patent and the reissue, it is com-
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petent for the court to decide whether the delay was
unreasonable, and whether the 1cissue was therefore
void.

Is quoted from in Swift v. Jenks, 19 F. R. 642, 1884,
North. Dist. N. Y., Coxe, J., to the effect that if a
patent claims certain specific devices, and does not claim
other devices apparent upon the face of the patent, the
omitted devices are dedicated to the public.

¢ If a patentee who has no corrections to suggest in
his specification, except to make his claim broader and
more comprehensive, uses duec diligence in returning to
the patent office, and says, ‘I omitted this,” or ‘my
solicitor did not understand that,’ his application may
be entertained, and on a proper showing correction
may be made.” Quoted as authorizing a reissue in
Stutz v. Armsirong, 20 F. R. 845, 1884, West. Dist.
Penn., Acheson, J.

Is said in Crandal v. Parker Carriage Goods Co.,
20 F. R. 852, 1884, North. Dist. N. Y., Coxe, J., to have
promulgated a new doctrine in regard to reissues.

The principle of this case was also applied in Yale
Lock Manvf. Co. v. James, 20 F. R. 905, 1884, South.
Dist. N. Y., Shipman, J.

Is cited in Wooster v. Handy, 21 F. R. 53, 1884,
South. Dist. N. Y., Blatchford, J., in regard to rcissues.

The principles of this case applied in Atlantic Giant
Powder Co. v. Hulings, 21 F. R. 522, 1884, West.
Dist. Penn., Acheson, J.

Also in Scrivner v. Oakland Gas Co., 22 F. R. 99,
1884, Dist. Cal., Sawyer, J.

Does not decide that a reissued patent is always
void if the claims of the original patent are extended.
Odell v. Stout, 22 F. R. 163, 1884, South. Dist. Ohio,
Sage, J.

Is quoted from in Flower v. Detroit, 22 F. R. 301,
1884, East. Dist. Mich., Brown, J.
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Is cited in Wollensak v. Rether, 22 F. R. 653, 1884,
North. Dist. 1ll., Gresham, J.

It is said in Gage v. Aellogg, 23 F. R. 894, 1885,
North. Dist. N. Y., Coxe, J., that If the decision in
Miller v. Brass Co. had been announced at the time
the reissue in Gage v. Kellogg was applied for, that
reissue would not have attempted to cover other ma-
chines, as well as the inventors, by an ingenious and
clever use of words.

Is explained in Sewing Machine Co. v. Frame, 24
F. R. 598, 1884, Kast. Dist. Penn., Batler, J., as care-
fully excepting from its decision cases where a patent
is corrected by means of a reissue, the patent being in-
operative for want of a full and clear description of the
invention.

Is cited to the same general effect in Shirley v. Mayer,
25 F. R. 38, 1885, East. Dist. N. Y., Benedict, J.

Governed the case of Phillips v. Lisser, 26 F. R.
312, 1885, North. Dist. Ill., Blodgett, d.

It is said in Pope Manuf. Co. v. Owsley, 27 F. R. 107,
1886, North. Dist. 11l., Blodgett, J., that the Supreme
Court of the United States in Miller v. Brass Co. took
a radical departure from the rule formerly held by that
court as to the validity of a reissue; before that time
the rule was that a reissue taken at any time for
expanded and enlarged claims was valid if a founda-
tion of such claims could be found in the specifications
of the original patent, or even the speciiications aided
by the drawings.

Governed the decision in Hoe v. Inap, 27 F. R. 212,
1886, North. Dist. Ill., Blodgett, J.

Is said in Asmus v. Alden, 27 F. R. 688, 1886, East.
Dist. Penn., Butler, J., not to have made any change
in regard to reissues prohibiting the introduction of new
claims under all circumstances. This result could only
follow a repeal or disregard of the statute governing this
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subject. Miller v. Brass Co. simply applied the equi-
table doctrine of estoppel to a patentee who, after in-
excusah.e delay (during which others may be presumed
to have acted on the reasonable inference that all not
claimed in the patent has been dedicated to the public),
sought by means of reissue to enlarge the scope of his
patent so as to embrace and prohibit such acts. Ref-
erence is made to Judge Butler’s understanding of this
case in the Combined Patents Can Co.v. Lioyd, 11
F. R. 149,

Is cited and approved in White v. Dunbar, 119 U. S,
52, 1886, Supr. Court, Bradley, J.

The principles of this case as to the validity of a
reissue applied in Electric Gaslight Co. v. DBoston
Flectric Co., 29 F. R. 456, 1886, Dist. Mass., Colt, J.

This case was urged upon the court in FHastern Paper
Bag Co. v. Standard Paper Bag Co., 30 F. R. 65,
1887, Dist. Mass., Colt, J., as sustaining the propo-
sition that the omission of an inventor to claim his
process invention in his machine patent 1s in law a
dedication of process invention to the publie, but is
distinguished by the court as dealing with the subject
of reissues, and therefore not an authority in the latter
case.

Mitchell v. Hawley, 16 Wall. 544, 1873, Supr. Court,
Clifford, J.

Is considered at length in Wooster v. Sidenberg, 2
Ban. & A. 95, 1875, South. Dist. N. Y., Shipman, J.,
as deciding that when a patentee makes and sells a ma-
chine without any restriction on its use, or authorizes
another to constract, sell, and deliver it, or to construct
and operate it, and the consideration thereupon is paid
him, he loses all interest in the machine, which then
passes outside the monopoly, and may be used by the
owner till worn out.
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Mitchell v. Tilghman, 19 Wall. 287, 1873, Supr. Court,
Clifford, J.

Is said in Henderson v. Cleveland Co-operative Stove
Co., 2 Ban. & A. 608, 1877, North. Dist. Ohio, Brown,
J., to have expanded the principle of Seymour v. Os-
borre (q. v.), and to lay down the rule that in all cascs
where the claim of a patent is for the result it must be
construed to mean the means by which the result is pro-
duced, whether there is any reference to the specifica-
tions in the claim or not.

In Zilghman v. Proctor, 102 U. S. 708, 1880, Supr.
Court, Bradley, J., the same patent was under consid-
eration, on substantially the same evidence, with supple-
mentary cvidence of the patentee as to the nature of
his original experiments, and the practicability of using
profitably the coil apparatus described in the patent, and
certain exhibits relating to the novelty of the invention.
In Z%lghman v. Proctor the court changed its opinion
as given' in Mitchell v. Tilghman, and considered the
patent should be sustained as a patent for a process,
and not for the particular mode of applying and using
the process pointed out in the specification.

Is cited in New Process Fermentation Co. v. Maus,
20 ¥, R. 728, 1884, North, Dist. Ind., Drummond, J.,

.to the effect that a process may be patented as an art
under the statute, though it is often difficult to decide
what is a process which may be the subject of a patent.

Moffitt v. Garr, 1 Black, 273, 1861, Supr. Court, Nelson, J.
In Peck v. Collins, 103 U. S. 663, 1880, Supr. Ccurt,
Bradley, J., Moffitt v. Garr is stated and quoted from
as deciding that a surrender of a patent extinguishes
all rights under it, even as to infringement committed
prior to the surrender; and this doctrine is extended so
that when an application for a reissue is made and re-
jected, all rights are gone, the original patent being sur-
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rendered and the reissue being rejected. The effect of
§ 03 of the general revision of 1870 is expressly avoided
in the opinion of Peck v. Collins, the facts of that case
arising before that change; but it is Intimated that if
the reissue is rejected on mervely formal grounds, it might
entitle the applicant to a return of his prior patent.

Moody v. Fiske, 2 Mas. 112, 119, 1820, Dist. Mass.,
Story, J.

Is explained in Wyeth v. Store, 1 Story, 290, 1840,
Dist. Mass., Story, J., as deciding that while several
distinct improvements in one machine may be united in
one patent, it does not follow that several improvements
in different machines having distinct and independent
operations can be so included ; much less that the same
patent may be for combinations of different machines
and for different improvements in each.

It is said in Emerson v. Hogg, 2 Blatehf. C. C. 7, 1845,
South. Dist. N. Y., Betts, J., that the caveat of Judge
Story in the former case, as to including several im-
provements in separate machines in one specification,
is by way of caution only, and to. avoid the conclusion
that the court was committed upon that specific point.

Is said in Sesstons v. Romadka, 21 F. R. 132, 1884,
East. Dist. Wis,, Dyer, J., to decide that several im-
provements in different machines having distinet and
independent operations cannot be included in one
patent.

Moore v. Marsh, 7 Wall. 522, 1868, Supr. Court, Clifford, J.
Is said in Gordon v. Anthony, 4 Ban. & A. 263, 1879,
South. Dist. N. Y., Blatchford, J., to decide that the
assignment of a patent does not carry with it a transfer
of the right to damages for an infringement committed
before such an assignment.
Is said in Adams v. Bellaire Stamping Co., 25 F. R.
271, 1885, South, Dist. Ohio, Sage, J., to have decided
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that in cases where an assignment does not include
prior claims for infringement, the holder of the patent at
the time of the prior infringement should be joined as a
plaintiff, in a suit for infringement, but only for the rea-
son that the assignment of a patent does not carry with
it claims for prior infringement.

Is said in May v. Juneaw County, 30 F. R. 245,
1887, West. Dist. Wis., Bunn, J., to decide that the
original owner of a patent who las sold his right may
recover for an infringement committed during the time
he was owner; the court adds: ‘¢ Undoubtedly the
assignee thereof stands in the place of the patentees,
both as to the right under the patent and {uture respon-
sibility ; but it is a great mistake to suppose that the
assignment of a patent carries with it o transfer of the
right to damages for an infringement committed before
the assignment.”

Morey v. Lockwood, 8 Wall. 230, 1868, Supr. Court.,
Nelsoh, J.

Is cited in Lussell v. Dodge, 93 U. S. 463, 1876,
Supr. Court, Field, J., as a case where, under special
circumstances, the inventor having been induced to
limit his claim by mistake of the commissioner of
patents, a reissuec was valid which extended beyond
the ordinary scope of the statute of 183G6. That stat-
ute allows a definite specification to be rendered more
definite and certain so as to embrace the claim made,
or the claim to be so modified as to correspond with
the specification, but no more.

Cited upon the question of reissues in Serivner v.
Oakland Gas Co., 22 F. R. 99, 1884, Dist. Cal.,
Sawyer, J., and said to be a case where the original
claim in the application of the inventor included the
whole invention, but the patent office compelled him
to cut off part of Lis claim.
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Is spoken of as a case of special circumstances in
Fames v. Andrews, 122 U. S. 63, 1886, Supr. Court.,
Matthews, J., and the rule cited in LRussell v. Dodyge,
supra, 1s aflirmed.

Morris v. McMillin, 112 U. S. 244, 1884, Supr. Court,
Woads, J.

‘The principle of decision of this case in regard to the
non-patentability of combinations of old clements was
followed in Zhatcher Heating Co. v. Burtis, 121 U. S.
295, 1886, Supr. Court, Matthews, J. Sec Lailes v.
Van Wormer.

M™Morse v. O'Reilly, 15 How. 62, 117, 1847, East. Dist.
Penn., Kane, J.

Mr. Chief-Justice Taney uses the word ‘¢ method” in
this case as equivalent to *¢ process ;  so said in .Admeri-
car Bell Telephone Co.v. Dolbear, 15 F. R. 453, 18835,
Dist. Mass., Gray, J.

Mowry v. Whitney. 14 Wall. 620, 1872, Supr. Court,
Strong, J.

Decides that in accounting before a master for profits,
the question is, What advantage did the defendant derive
from using the complainant’s invention, over what he
had in using other processes then open to the public,
and adequate to enable him to obtain an equally bene-
ficial result? The fruits of that advantage are his
profits. This rule is followed in Littlefield v. Perry,
21 Wall, 228, 1874, Supr. Court, Waite, C. J., and
an order to account for all profits received from the
manufacture and sale of articles embracing the improve-
ments covered by any of complainant’s patents con-
demned as too broad. Mowry v. Whitney also decides
that interest on the amount found by the master is not
allowable except in special cases, and this rule is fol-

lowed in ZLittlefield v. Perry.
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Is said in Gould’s Manuf. Co. v. Cowing, 1 Ban.
& A. 382, 1874, North. Dist. N. Y., Hunt, J., to decide
the same point as that case, that is, that when the patent
sued on is for an improvement in a machine, the profits
recoverable are those gained by the improvement, not
by the whole machine.

Constrains the court in American Nicholson Pave-
ment Co. v. Flizabeth, 1 Ban. & A. 462, 1874, Dist.
N. J., Nixon, J., to decide against interest on profits,
being in reality nnliquidated damages, until final decree,
unless in cases when particular circumstances make
interest proper.

The rule of this case in regard to profits is followed
in Wetherill v. New Jersey Zine Co., 1 Ban, & A, 486,
1874, Dist. N. J., McKennan, J.

It is said in Foster v. Lindsay, 1 Ban. & A, 607, 1874,
East. Dist. Mo., Treat, J., that Mowry v. Whitney
holds that no one but the Government, either 1n its own
name or by some of its officers, can vacate or rescind
a patent, except as provided by § 16 of the act of
July 4, 1836 ; and under this section the court can only
annul or set aside one patent so far as necessary to
protect another patent, and the decree does not affect
the general public.

Is referred to in Foster v. Lindsay, 2 Ban. & A. 174,
1875, East. Dist. Mo., Treat, J., as deciding that if a
patent is to be annulled ab initio, the proceeding must
be at the direct motion of the Government:; but it does
not decide that the question between conflicting patents
may not be fully and finally determined as to the parties
in a suit between interfering patents.

Is examined at length in A#torney-General v. Rum-
Jord Chemical Works, 2 Ban. & A. 308, 1876, Dist.
R. L., Shepley, J., and said to decide and only to decide
that an interfering patentee, or individual, could not in
his own name, or in his right, maintain a bill in equity
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to vacate a patent, upon the ground of false suggestion
or fraud in obtaining the patent, and the general public
is left to the protection of the Government and its
officers 1n such a casc.

Is cited in Railway Co. v. Sayles, 97 U. S. 556,
1878, Supr. Court, Bradley, J., as deciding the principle
upon which a master’s accounts of profits should be
rendered.

Is also quoted in L\nox v. Great Western Mining Co.,
4 Ban. & A. 26, 1878, Dist. Cal., Sawyer, J., to the samc
effect as in Manufucturing Co. v. Cowing, infra.

Is cited in Steam Stone Cutter Co.v. Windsor Manuf.
Co., 4 Ban. & A. 453, 1879, Dist. Vt., Wheeler, J., as a
casc in which interest upon profits of an infringement
was disallowed, with the remark that the profits were
really damages unliquidated upon which interest is not
generally allowable; but the court would not say that
in no possible case would interest be allowed.

The decision in this case is distinguished in Burdett
v. Estey, 5 Ban. & A. 311, 1880, Dist. Vt., Wheeler, J.,
by the fact that in Mowry v. Whitney the plaintiffs, in
proving profits, were required to distinguish the profits
due to the patented process from those received by the
defendant from an unpatented process, and that was
already done in the latter case. The court also distin-
auished Mowry v. Whitney from Elizabeth v. Pavement
Co., 97 U. S. 126, by saying that in Mowry v. Whit-
ney, where a process only was infringed, what was made
by the process only was made as profits ; while in Z'liza-
beth v. Pavement Co., where the product was infringed,
the profits on the products were allowed.

‘““ It would be most unreasonable to read the directions
of the specifications without referring to the object they
profess to have in view.” Quoted in Loberts v. Schrei-
ber, 5 Ban. & A. 503, 180, North. Dist. Penn.,

Strong, J.
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The rule for the measure of profits as distinguished
from damages for which an infringer is responsible, laid
down in the above case, is approved in Locomotive,
&c. Co.v. Pennsylvania B. R. Co., 5 Ban. & A. 515,
1880, ILast. Dist. Penn., Strong, J., as founded upon
the soundest reason. This rule is stated in the former
case to be, that the measure of the profits as distin-
cuished from damages for which an infringer is respon-
sible is the aggregate of gains or savings which he has
made on the usc of the patented invention above what
he could have made in doing the same work from the
use of any other device or process existing at the time,
capable of accomplishing the same purpose or attaining
the same result, and free or open to public use.

Is quoted from in Loot v. Railway Co., 105 U. S.
197, 1881, Supr. Court, Matthews, J., as to the rule for
measure of damages and denying interest upon profits.

The opinion of Mr. Justice Strong is quoted from, and
said to state well the rule applicable to the damages
recoverable in a suit for the infringement of a patent,
in Manuf. Co. v. Cowing, 105 U. S. 255, 1881, Supr,
Court, Waite, C. J. ¢ 'The question to be determined
is, What advantage did the defendant derive from using
the complainant’s invention, over what he had in using
other processes then open to the public, and adequate
to enable him to obtain an equally bencficial result?
The fruits of that advantage are his profits.”

The decision in this case, construing the scope and
purport of § 16 of the patent act of 1836, 1s said in
Lockwood v. Cleveland, 6 F. R. 726, 1881, Dist. N. J.,
Nixon, J., to have been used in Foster v. Lindsay,
3 Dill. 126, to support the decision in last-named case
on the construction of § 4918, U. S. R. S.

Is said in Unitted States v. Gunning, 18 F. R. 512,
1883, South. Dist. N. Y, Wallace, J., to have assumed
without question that there is no distinction between
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letters-patent for an invention and for land, as regards
the rights and remedies for vacating them when obtained
by fraud, and that a bill in equity by the Government
was the proper remedy in both cases. Upon this prin-
ciple Mowry v. Whitney decided that a patentee could
not maintain a bill in equity to vacate an interfering
patent which was fraudulently obtained.

Is cited 1n disscnting opinion of Miller, J., in Mea/in
v. Llurwood, 112 U. S. 388, 1884, Supr. Court, Brad-
ley, J., as to the conclusiveness of the decision of the
commissioner of patents upon the validity of a rcissue.

Is said in New Process Irermentation Co. v. Maus,
20 F. R. 729, 1884, North. Dist. Ind.,, Drummond, /..
to have sustained a patent for a process.

Is cited in Airk v. Du Dois, 28 F, R. 462, 1886.
West. Dist. Penn., McKennan, J., to the effect that the
compensation of a patentee for an infringement which
he may obtain by a suit in equity, although called profits,
is in reality damages unliquidated until the decree is
made.

N-

Nellis v. McLanahan, 6 Fisher, 286, 1873, West. Dist.
Penn., McKennan, J.

Is distinguished, in Horman Patent Manuf. Co. v.
Brooklyn (7%ty Railroad Co., 4 Ban. & A. 87, 1879,
East. Dist. N. Y., Benedict, J., from the latter ecase, for
the rcason that in the former case the bill would have
been held good if it had averred, as the bill in the latter
case does, that the machine made and sold Dby the de-
fendant contained devices covered by each of the two
patents set forth in the bill

Is construed in Zlayes v. Dayton, 8 F. R. 704, 1880,
South. Dist. N. Y., Blatchford, J., as deciding that
when a suit in equity is brought for the infringement of
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several patents for different improvements not neces-
sarily embodied in the construction and operation of
any one machine, the bill must contain an explicit aver-
ment that the infringing machine contained all the im-
provements embraced in the several patents, or it will
be held bad for multifariousness on demurrer.

Nelson ¥. McMann, 16 Blatchf., C. C., 139, 1879, South.
Dist. N. Y., Blatchford, J.

Is cited in Gordon v. Anthony, 4 Ban. & A. 2062,
1879, South. Dist. N. Y., Blatchford, J., as an authority
upon a construction of §§ 629, 711, 4919, 4921, U. §.
R. S., rclating to suits in equity and at law for the in-
fringement of the patent, under which no person can
sue on a patent who is not the patentee, or such an
assignee or grantee as the statute points out.

Nevins v. Johnson, 3 Blatehf., C. C. 80, 1853, South. Dist.
N. Y., Betts, J.

Is said in Vaughan v. East Tenncssee, &c. B. R. Co.,
2 Ban. & A. 538, 1877, East. Dist. Tenn., Brown, J.,
to have decided that the federal courts had jurisdiction
in a patent case irrespective of a prayer in the bill for
an injunction, in a suit brought after the patent had
expired. See now Looot v. Railway Co.

Is referred to in Gordon v. Anthony, 4 Ban., & A.
257, 1879, South. Dist. N. Y., Blatchford, J., as a
case wlere, the bill being filed after the patent had ex-
pired, the suit was maintained in equity under the
statute of July 4, 1836, 56 U. S. Stat. at L. 124, § 17,
irrespective to the right of the patentee to an injunction.
Sce now Root v. Raihway Co.

In Root v. Railway Co., 105 U. S. 206, 1881, Supr.
Court, Matthews, J., it is said that Nevins v. Johnson
has been alicged to have confused the distinction be-
tween the jurisdiction of the federal courts in cases
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at law and in equity under the patent act; but Mr.
Justice Matthews denies that this is its effect.

New York v. Ransom, 23 How. 487, 1859, Supr. Court,
Grier, J.

Is said in Root v. Railway Co., 105 U. S. 197, 1881,
Supr. Court, Matthews, J., expressly to approve the
rule as to the measure of damages in an action at law
laid down in Seymour v. McCormick, 16 How. 480,
and to give the plaintiff, who rested on proof of infringe-
ment only, merely nominal damages.

New York Belting & Packing Co. v. Sibley, 15 F. R. 386,
1883, Dist. Mass., Lowell, J.

Is said in Boland v. Thompson, 26 F. R. 635,
1886, South. Dist. N. Y., Coxe, J., to be authority
for the proposition that when a claim has been exam-
ined and rejected by the commissioner, the rejection
acquiesced in by the patentee or his solicitor, and the
patent reissued without the claim, there is no inadver-
tence, accident, or mistake which will entitle the patentee
to a reissue. -

New York Grape Sugar Co. v. Buffalo Grape Sugar Co,
24 F. R. 604, 1883, North. Dist. N. Y., Shipman, J.
Is cited in Xeller v. Stoltzenbach, 28 F. R. 82, 1886,
West. Dist. Penn.,, Acheson, J., as applying the doc-
trine of laches to a patent suit as barring an account
of profits, on the ground of the long acquiescence and
unreasonable delay of the plaintiff.

Nichols v. Newell, 1 Fisher, 647, 1853, Dist. Mass.,
Sprague, J.

The statement of the decision in this case in Bright-
ley’s Dig., p. 637, is accepted in Oliphant v. Salem
Flouring Mills Co., 3 Ban. & A. 259, 1878, Dist. Or.,
Deady, J.
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Nicolson Pavement Co. v. Jenkins, 14 Wall. 452, 1871,
supr. Court, Davis, J.

Shipman, J., in Wauterman v. Wallace, 2 Ban. & A.
130, 1875, Dist. Conn., savs: “ I do not understand that
the Supreme Court, in Nicolson Pavement Co. v. Jenkins,
intended to assert that an assignment of an invention
merely, conveyed the interest of the inventor to an ex-
tension ; on the other hand, that decision assumes that
an assignment of an invention without words importing
intention to convey a present and a future interest will
not pass the right to an extension. Cf. Mowry v. Grand
Street, &e. R. B, Co., 10 Blatehf. C. C. 89.

Is stated briefly in Jire Lixtinguisher Manuf. Co. v.
Gralam, 16 F. R. 554, 1883, West. Dist. Va., Hughes,
J., and said to decide that the assignment in that case
carrind the seven years’ extension of the original patent
obtained by the administrator of the original patentee.

The language of Davis, J., in this case, as to what
passes by the assignment of a patent, is quoted at
length in Joknson v. Wilcox & Gibbs Sewing Machine
Co., 27 F. R. 690, 1886, South. Dist. N, Y., Wallace, J.

Northrup v. Adams, 2 Ban. & A. 567, 1877, Dist. N. J.,
Brown, J.
Is quoted from in Western Electric Manuf. Co. v.
Odell, 18 F. R. 322, 1883, North. Dist. Ill., Blodgett, J.,
upon the subject of design patent.

Nourse ». Allen, 4 Blatchf, C. C. 376, 1859, South. Dist.
N. Y., Nelson, J.; s. ¢. 3 Fisher, 63.

Is cited in Horman Patent Manvf. Co. v. Brooklyn
City R. R. Co.,4 Ban. & A. 87, 1879, East. Dist. N. Y.,
Benedict, J., as a case where a bill similar to the one in
the latter case was sustained.

This case is cited in Hayes v. Dayton, 8 F. R. 704,

1880, South. Dist. N. Y., Blatchford, J., as ciding
10
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on demurrer that a bill in equity founded on four pa-
tents was good, since it alleged that the machine sued
contained all the improvements in all the patents, al-
though the defences might be different and unconnected.

Is said in Deering v. Winona Hurvester Works, 24
F. R. 90, 1885, Dist. Miun., Nelson, J., to announce
the principles as to joining infringements of different
patents in the same bill.

0.

Oliver v. Rumford Chemical Works, 109 U. S. 75, 1883,
Supr. Court, Blatchford, J.

Is said in Curranv. Craig, 22 F. R. 101, 1884, East.
Dist. Mo., Treat, J., apparently to decide that a license
is personal to the licensee, whereby an executor, ad-
ministrator, or assignee, voluntary or involuntary, docs
not succeed to the privilege of the grant.

O'Reilly v. Morse, 15 How. 62, 1853, Supr. Court, Taney,
C. d. "

Is said in S%lsby v. Foote, 20 How. 389, 1857, Supr.
Court, in the opinion of Grier, J., dissenting, to have
decided that a patent for the application of an element
of nature to practical use was too broad, and void.

Is distinguished, in Arkell v. Hurd Paper Bag Co.,
7 Blatehf. C. C. 477, 1870, North. Dist. N. Y., Wood-
ruff, J., from the latter case; the patent is for an im-
proved product, and not for a principle.

The use of electric magnetism to mark or print char-
acters at a distance is not patentable independently of
the means by which the natural agency is utilized. Said
to be the effect of this decision in Union Paper Collar
Co. v. Wiite, 2 Ban. & A. 64, 1875, East. Dist. Penn.,
McKennan, J.
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The opinion of Mr. Chief-Justice Taney commenting
upon the case of Neilson’s patent for a hot blast, Web.
P. C. 273, 312, is quoted from in Z%lghman v. Proctor,
102 U. 8. 725, 1880, Supr. Court, Bradley, J., as show-
ing that he fully acquiesced in the validity of a patent
for a process, although O Leilly v. Morse is supposed
to be adverse to patents for mere processes. This mis-
take arises from confounding a patent for a process
with a patent for a mere principle. The Morse patent
was invalid because it claimed a patent for discovering
that a particular power could be employed, not for a
particular process or particular machinery to so employ
it. The opinion of Mr. Chief Justice Taney is said, in
Tilghman v. Proctor, to be a clear and exact summary
of the law on this point.

Cited in McAlillin v. Rees, 5 Ban. & A. 271, 1880,
West. Dist. Penn., McKennan, J., to the point that a
patent must be limited to the specific invention described
in the claim.

It is said in New [Process Fermentation Co. v.
Maus, 20 . R. 730, 1884, North. Dist. Ind., Drum-
mond, J., that the court in the former case refused to
sustain the cighth claim of Morse, because he dis-
avowed the specific machinery or means mentioned, but
claimned the use of the motive power of the electric cur-
rent, however developed, thus making an attempt to
claim & principle.

Is said in Canan v. Pound Manuf. Co., 23 F. R.
136, 1885, North. Dist. N. Y., Wallace, J., to overrule
the case of Smith v. Ely, 5 McLean, 76, holding that
United States letters-patent, which do not in terms
limit the grant to fourteen years from the date or publi-
cation of a foreign patent, if such exist, are void. The
letters-patent of the United States may be expressed to
run fourtcen years from their issne, but the foreign
patent will limit the actual term.
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Is said in Gold & Stock Zelegraph Co. v. Commer-
cial Telegraph Co., 23 F. R. 343, 1885, South. Dist.
N.Y., Shipman, J. to have left undecided the question
whether a United States patent applied for before the
date of application for a foreign patent, but issued after
the issue of the foreign patent, is affected by § 6 of
the patent act of 1839, limiting the term of such patent
by the term of the foreign patent. See De Florez v.
Raynolds.

Orr v. Badger, 7 Law Rep. 465, 1844, Dist. Mass.,
Sprague, J.
The opinion of Sprague, J., is affirmed in Orr v.
Littlefield, 1 Wood. & M. 16, 1845, Dist. N. H,,
Woodbury, J.

P.

Packet Company v. 8Sickles, 19 Wall. 617, 1873, Supr.
Court, Miller, J.

Is quoted in Knox v. Great Western Quicksilver
Mining Co.,4 Ban. & A. 26, 1878, Dist. Cal., Sawyer, J.,
to the effect that profits are recovered from an infringer
upon the principle of converting him into a trustee
of the patentee as regards the profits thus made. See
now Loot v. Railway Co.

Is said in Koot v. Railway Co.,105 U. S. 198, 1881,
Supr. Court, Matthews, J., to follow the rule for measure
of damages in an action at law for infringement ; that is,
the patent or license fee, or royalty, laid down in Seymour
v. McCormick, 16 How. 470, and the langnage of
Miller, J., in Packet Co. v. Sickles, is quoted as saying
that the rule of damages in an action at law is different
from that in a suit in equity, when the infringer is
held a trustee for the patentee of actual profits. In
Root v. Railway Co., Packet Co. v. Sickles was urged
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upon the court as a case which decided that an infringer
is a trustee of the profits, and therefore a court of equity
will compel him to account even after the patent has
expired, and although mno other equitable relief is
sought ; but this view was rejected by the court, and the
expressions as to the infringer being a trustee explained
to be only an expression of the measure of damages,
not a characterization of the jurisdictional basis of the
sutt.

The remarks in this case of the Supreme Court, that
taking profits as the basis for compensation in courts of
equity has produced results creating distrust of its fair-
ness, are quoted in Enmigh v. Baltimore & Ohio
R. R. Co., 6 F. R. 289, 1881, Dist. Md., Morris, J.

Is stated in Westcott v. Ldude, 19 F. R. 833, 1884,
Dist. Ind., Woods, J., to affirm the rule laid down in
Seymour v, McCormick, 16 How. 480, that in suits
at law for infringement of patents, when the sale of
licenses by the patentee has been sufficient to establish
a price for such licenses, that price should be taken as
the measure of his damages against the infringer.

Palmenburg v». Buchholz, 21 Blatchf. C. C. 162, 1882,
South. Dist. N. Y., Wallace, J.

‘¢ Althongh the device may have been mechanically
new, it was not intellectually novel.” Quoted in New
York Bung & Bushing Co. v. Doelger, 23 F. R. 194,
1885, South. Dist. N. Y., Coxe, J., in regard to the

substitution of papier macké for wire in the frame of
a lay figure.

Parham . American Buttonhole, &c. Co,, 4 Fisher, 468,
482, 1871, East. Dist. Penn., McKennan, J.

Mr. Justice McKennan’s opinion is quoted: ¢ The
evidence must clearly establish the priority of a com-
pleted and useful machine over the complainants, or it is
unavailing ; and to doubt upon this point is to resolve it
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in- the negative.” JHawes v. Antisdel, 2 Ban. & A. 11,
1875, East. Dist. Mich., Longyear, J.

Is cited in Reissner v. Anness, 3 Ban. & A. 178, 1877,
Dist. N. J., Nixon, J., to the point that the difference
between a patent and a reissue may be determined by
reference to the drawings and models filed with the origi-

- nal specifications, as well as by reference to the patents
and reissue.

Parker v. Hall, 2 Fisher, 62, note, 1838, South. Dist. Ohio,
McLean, J.

Is said in Rich v. Ricketts, 7 Blatchf. C. C. 230, 1870,
North. Dist. N. Y., Hall, J., to favor a plea in a patent
suit in the federal court based upon a State statute of
limitation.

Is cited in May v. Logan County, 30 F. R. 257,
1887, North. Dist. Ohio, Jackson, J., as a case holding
that a State statute of limitation may be interposed as
a defence in a suit in the federal court for infringement

_of a patent. See Collins v. Peebles.

Parker 2. Hallock, 2 Fisher, 543, 1857, South. Dist. Ohio,
Grier, J. , |

It is said in Rich v. Ricketts, 7 Blatehf. C. C. 231, 1870,
North. Dist. N.Y., Hall, J., that Grier, J., held that
there was no statute limiting the time within which a
suit for the infringement of a pate.it might be brought,
and that a State statute of limitations has no force in
such a suit in a federal court.

Is referred to in Anthony v. Carroll, 2 Ban. & A. 197,
1875, Dist. Mass., Shepley, J., as deciding that no limit
exists for the time of bringing suits in the federal courts
for the infringement of patents. See Collins v. Pecbles.

Parker v. Hawk, 2 Fisher, 58, 18567, South. Dist. Ohio,

Leavitt, J.
Is said in Richv. Ricketts, 7T Blatehf. C. C. 230, 1870,
North. Dist. N. Y., Hall, J., to favor a plea in a patent
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suit in the federal court based upon a State statute of
limitation.

Is criticised in Anthony v. Carroll, 2 Ban. & A. 197,
1875, Dist. Mass., Shepley, J., who says that LPaeker
v. Hawlk was decided on the authority of AMcCluny

v, Sitlliman, 3 Pet. 270, but that case was different.
Parker v. Hawk decides that a State statute of limita-
tion applies to an action for infringement of a patent in
the federal court, and is contrary to Collins v. Peebles,
2 Fisher, 541 (q. v.).

Is cited in May v. Logan County, 30 F. R. 257, 1887,
North. Dist. Ohio, Jackson, J., as a case holding that a
State statute of limitation may be interposed as defence
in a suit in the federal court for infringement of a patent.

Parker v. Sears, 1 Iisher, 96, 1850, Liast. Dist. Penn.,
Grier, J.

The opinion of Mr. Justice Grier is quoted in Daztley
Wringing Machine Co.v. Adams, 3 Ban. & A. 97, 1877,
West. Dist. Penn., McKennan, J., to the effect that a pre-
liminary injunction will only be granted when thz com-
plainant’s title and the defendant’s infringement are
admitted, or so clear and palpable that the court can
entertain no doubt on the subject; and the courts are
not bound to decide difficult and doubtful questions of
law, or disputed questions of fact, at this stage of the
case.

Parker v. Stiles, 5 McLean, 44, 1849, Dist. Ohio, Leavitt, J.
Is cited in Whittlesey v. Ames, 13 F. RR. 898, 1880,
North. Dist. Ill., Blodgett, J.; s. ¢. 5 Ban. & A. 102,
to the effect that identity of invention is necessary to
constitute an anticipating machine.

Parkhurst . Kinsman, 1 Blatchf. C. C. 488, 1844, South.
Dist. N. Y., Nelson, J.

Is explained in North Western Fire Faxtinguisher

Co. v. Philadelphia Fire FExtinguisher Co., 1 Ban. &
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A. 191, 1874, East. Dist. Penn., McKennan, J., as a
case where, the defence of prior invention being set up,
the proof showed that the invention was incomplete and
imperfect, and had been abandoned as a failure.

‘¢ Crude and imperfect experiments equivocal in their
results, and then given up for years, cannot be per-
mitted to prevail against an original inventor who has
perfected his improvement and obtained his patent.”
Quoted in Gottfried v. Phillip Best Drewing Co., 5
Ban. & A. 32, 1879, East. Dist. Wis., Dyer, J.

Parks v. Booth, 102 U. S. 96, 1880, Supr. Court,
Clifford, J.

Is referred to in Loot v. Railway Co., 105 U. S. 204,
1881, Supr. Court, Matthews, J., as a case under the
act of 1870, when both profit and damages were de-
creed in a suit in equity. Interest on profits was not
allowed on the authority of Silsby v. Lf'oote, 20 How.
378, a8 profits are in the nature of unliquidated dam-
ages. Counsel fees were stricken out, but compensa-
tion for compiainant’s time lost attending the suit was
allowed as damages. "'

Patterson v». Eentucky, 97 U. S. 501, 1878, Supr. Court,
Harlan, J.
Is cited and explained in Webber v. Virginia, 103
U. S. 348, 1880, Supr. Court, Field, J.,” as supporting
the doctrine that a patent does not prevent a State from
passing laws regulating the condition of the manufac-
ture, storage, and sale of the patented article. The
passing of such laws does not interfere with the patent
right. ,
Is cited in e Brosnahan, 18 F. R. 65, 1883, West.
Dist. Mo., Miller, J., as supporting the propositions
announced in that case,— that a patent does not give
the patentee the right to sell an article prohibited by the
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State laws, e. g., olecomargarine. The effect of the pa-
tent is only to secure the patentee against competition.

Pearce v. Mulford, 102 U. S. 112, 1880, Supr. Court,
Strong, J.

¢“ All improvement is not invention, and entitled to

protection as such. Thus to entitle it, it ought to be

the product of some exercise of the inventive faculties,

and it must involve somcething more than what is obvious

to persons skilled in the art.” Quoted in Packing Co.

Cases, 105 U. S. 571, 1881, Supr. Court., Woods, J.

Pennington ». Hunt, 20 F. R. 105, 1884, Dist. N. J.,
Nixon, J.
Is stated and explained briefly in Drush v. Naw-
gatuck R. Co,, 24 F¥. R. 873, 1885, Dist. Conn.,
Shipman, J.

Pennsylvania R. R. v. Liocomotive Truck Co, 110 U. S.
490, 1883, Supr. Court, Gray, J.

The opinion of Mr. Justice Gray to the point of what
constitutes invention, is quoted in Morris v. McMillin,
112 U. S. 249, 1884, Supr. Court, Woods, J.

The opinion of Mr, Justice Gray: ¢¢ It is settled by
many decisions in this court, that the application of an
old process or machine to a similar or analogous subject,
with no change in the manner of application, and no
result substantially distinet in its nature, will not sus-
tain a patent, even if the new form of result has not
before been contemplated.” Quoted in Blake v. San
Irancisco, 113 U. S. 682, 1884, Supr. Court, Woods,
J.; alsoin Stephenson v. Brooklyn & Crosstoun R. R.
Co., 114 U. S. 154, 1884, Supr. Court, Woods, J.

Is quoted to the same effect in Howe Machine Co.
v. Nuiional Needle Co., 21 F. R. 631, 1884, Dist.
Mass., Nelson, J., in which case it was held that the
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application of old mechanism for wood turning to the
turning of machine needles and awls from metal, was
not patentable.

Is followed in Spill v. Celluloid Manuf. Co., 21 F.RR.
632, 639, 1884, South. Dist. N. Y., Blatchford, J., on
the same point that the application of an old process or
machine to a similar or analogous subject, with no change
in the manner of application, and no result substantially
distinet in its nature, will not sustain a patent, even
if the new form of result has not before been con-
templated.

Is quoted to the same effect in Ailler v. Iroree, 116
U. 5. 26, 1885, Bradley, J.

Is said in Goodyear v. Hariford Spring Axle Co.,
23 F. R. 37, 1885, Dist. Conn., Shipman, J., to have
established a stricter rule in regard to the patentability
of inventions than existed before, faken in connection
with the decisions in Collins Co. v. Coes, 21 F. R. 88,
and Spill v. Celluloid Manuf. Co., 21 F. R. 631.

The principle stated below, in the quotation in Niles
Tool Worke v. DBetts Machine Co., is followed in
Thatcher Heating Co. v. Burtis, 121 U. S. 295, 1886,
Supr. Court, Matthews, J.

‘“ The application of an old process or machine to
similar or analogous subject, with no change in the man-
ner of applying if, and no result substantially different
in its nature, will not support a patent, even if the new
form of result has not before been contemplated.”
Quoted in Nitles Tool Works v. Betts Machine Co.,
27 F. R. 305, 1886, Dist. Del., Wuales, J.

Perrigo v. Spaulding, 13 Blatchf. C. C. 391, 392, 1876,
North. Dist. N. Y., Johnson, J.
Is said in Allis v. Stowell, 16 F. R. 786, 1883, East.
Dist. Wis., Dyer, J., to state the rule that when a re-
covery by a patentee against an infringer is had, for fuil
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profits and damages, the infringer has the right to usc
the patented machine.

Perry v. Corning, 6 Blatchf, C. C. 134, 1868, North. Dist.
N. Y., Hall, J.

Is cited and stated briefly in Vawghan v. Liast Ten-
nessee, &c. 2. B, Co., 2 Ban. & A. 541, 1877, East.
Dist. Tenn., Brown, J., as an ordinary bill containing
the usual prayers for account and answer, but no special
allegations showing the necessity of discovery, nor any
prayer for injunction or discovery. The court treated
it as a bill for account and discovery, to sustain the
jurisdiction.

Phelps v. Comstock, 4 McLean, 353, 1849, Dist. Ind.,
MclLean, J.

Is said in Hodge v. Hudson ILiver R, E. Co., 6
Blatehf., C. C. 89, 1868, South. Dist. N. Y., Blatch-
ford, J., to decide that where a license under a patent
was ‘“ to the full end of the termn or terms for which
letters-patent are or may be granted,” that license covers
any subsequent extension of the patent.

Philadelphia & Trenton R. R. Co. v. Stimpson, 14 Pect. 448,
1840, Supr. Court, Story, J.
Is cited in Allis v. Buckstaff, 13 F. R. 892, 1882,
East. Dist. Wis., Dyer, J., upon the competency of evi-
dence as to anticipating inventions.

Phillips 2. Detroit, 111 U. S. 604, 1883, Supr. Court,
Woods, J.
Stated briefly in Morris v. McMillin, 112 U. S. 249,
1884, Supr. Court, Woods, J., as a case deciding that the
patent in suit did not disclose & patentable invention.

Phillips v. Page, 24 Ilow. 164, 1860, Supr. Court, Nelson, J.
Is distinguished in Gottfried v. Phillip Best Brew-
tng Co., 5 Ban. & A. 36, 1879, East. Dist. Wis., Dyer,
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J., from the latter case, as in the former case the claim
of the patent was merely for the organization of an old
machine, and 1t was held that thie mere enlargement did
not afford ground for a pateunt.

Philp v. Nock, 17 Wall. 460, 1873, Supr. Court, Swayne, .J.
The opinion of Mr. Justice Swayne is cited in Gowld’s
Manuf. Co. v. Cowing, 1 Ban. & A. 382, 1874, North.
Dist. N. Y., Hunt, J., to the point that where the patent
in suit is for an unprovement in a machine, the damages
recoverable are generally confined fo the profits made
by the improvement, not by the whole machine.
¢ The plaintiff must show his damages by evidence.
They must not be left to conjecture by the jury. They
must be proved, and not jumped at”” Quoted In
Calkins v. Bertrand, 8 F. R. 759, 1881, North. Dist.
I1l., Blodgett, J.

Pickering v. McCullough, 104 U. S. 310, 1881, Supr. Court,
Matthews, J.

The opinien of Mr. Justice Matthews in the above
case is quoted from in Bradiley, &c. Manuf. Co. v.
Charles Parker Co., 17 F. R. 242, 1883, Dist. Conn.,
Shipman, J., to the same effect as in the quotation given
below as to the necessity of the co-operation of old
elements, in order to produce a patentable novelty. In
the latter case, the combination included & set screw to
hold a lamp-shade to the lamp-holder.

The principles of this case were applied in Mosler
Sufe & Lock Co. v. Mosler, 22 F. R. 905, 1885, South.
Dist. Ohio, Sage, J.

¢ In a patentable combination of old elements, all the
constituents must so enter into it that each qualifies every
other: to draw an illustration from another branch of
the law, they must be joint tenants of the domain of the
invention scized each of every part, —per my et per
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tout,— and not mere tenants in common, with separate
interests and estates. It must form either a new ma-
chine of a distincet character and function, or produce
a result due to the joint and co-operative action of all
the elements, and which is not a mere adding together
of separate contributions; otherwise 1t is only a me-
chanical juxtaposition, and not a vital union.” Quoted
in Peard v. Johnson, 23 ¥. R. 509, South. Dist. N. Y.
1885, Coxe, J., as describing with remarkable perspi-
cuity the essential requirements of a valid combination.

Quoted in Scott Munuf. Co. v. Sayre, 26 F. R. 155,
1885, Dist. N. J., Nixon, J., upon the question of pa-
tentability of a combination.

Pitts ». Edmonds, 2 Fisher, 57, 1857, East. Dist. Mich.,
McLean, J.

The opinion of McLean, J., is quoted in Odiorne v.
Denney, 3 Ban. & A. 290, 1878, Dist. N. J., Nixon, J.,
to the effect that a patent covers all mechanical equiva-
lents or modes which operate on the same principles.

Pitts v. Hall, 2 Blatchf. C. C., 229, 1851, North Dist.
N. Y., Nelson, J.

Is cited in DBevin v. East Hampton DLell Co., 9
Blatehf. C. C. 62, 1871, Dist. Conn., Shipman, J., upon
the question of abandonment.

Is quoted as to forfeiture of right to invention by
sale or public use by patentee for two years before ap-
plication for a patent, in Consolidated Fruit Jar Co. v.
Wright, 94 U. S. 94, 1876, Supr. Court, Swayne, J.

Governs the decision of Celluloid Manuf. Co. v.
American Zylonite Co., 26 F. R. 698, 1886, South.
Dist. N. Y., Shipman, J.

Pitts v. Hall, 3 Blatchf. C. C. 201, 1854, North. Dist.
N. Y., Hall, J.

Is said in Hodge v. Hudson River R. E. Co.,

6 Blatehf., C. C. 89, 1868, South. Dist. N. Y., Blatch-
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ford, J., to decide what language will convey an exten-
sion of a patent to an assignee.

Interpreted in Dunham v. Indianapolis, d&c. R. I.
Co.,2 Ban. & A. 329, 1876, North. Dist. Ill., Drummond,
J., as deciding that if one joint owner of a patent sells or
uses his right without the authority of his co-owner, he is
liable to an action by such co-owner for an infringement
of the patent ; and it is said in Dunkam v. Indianapolis,
dic. R. I5. Co. that perhaps the conclusion might be drawn
from the decision, that if the party to whom he sells
uses the thing patented, an action could be maintained
and an injunction granted against the grantee or licensee
of the co-owner; but see (lum v. Lrewer, 2 Curtis, 500.

Is distinguished in case of Herring v. Glas Consum-
ers’ Association, 9 F. R. 557, 1878, Kast. Dist. Mo.,
Treat, J.; s. ¢. 3 Ban. & A. 254, the former case
raising the question whether one joint owner of a patent
may sue another joint owner for use of the common
patent ; the latter case deciding that one joint owner
may sue another for using an infringing device, and
expressing no opinion upon the other question.

Pitts ». Whitman, 2 Story, 609, 1843, Dist. Maine,
Story, J.
The opinion of the court in this case is said in Perry
v. Corning, 7 Blatchf. C. C. 201, 1870, North. Dist.
N. Y., Woodruff, J., to hold, that although an unre-
corded assignment is not void, yet no suit can be main-
tained against a third person by virtue of it unless
recorded before or pending suit.

Planing Machine Co. v. Keith, 101 U. S. 479, 1879, Supr.
Court, Strong, J.

Is said in Allis v. Buckstaff, 13 F. R. 884, 1832,
East. Dist. Wis.,, Dyer, J., to overrnle the case of
Richardson v. Lockwood, ¢ Fisher, 454, and to estab-
lish the rule that the defendant who sets up in his
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defence an alleged prior use or knowledge, need not allege
in his answer the names of those by whom he expects
to prove prior use, but only of those who had invented
or used the anticipating machine.

Is cited in Consolidated Iruit Jar Co. v. Bellaire
Stamping Co., 27 F. R. 382, 1886, South. Dist. Ohio,
Sage, J., upon the question what facts amount to an
abandonment of an invention after rejected application
and before renewed application.

Pomeroy v. New York & N. H. R. R. Co, 4 Blatchf, C. C.
120, 1857, South. Dist. N. Y., Nelson, J.
Cited in Welliams v. Empire Transportation Co.,
3 Ban. & A. 536, 1878, Dist. N. J. Nixon, J., as
deciding that a corporation organized in Connecticut can-
not be found in New York so as to be served with process
in a federal court, although the New York State Legis-
lature, in authorizing the corporation to purchase lands.
to enter into contracts and to enter its road into the State,
had expressly provided that the company should be liable
to be sued by summons in the same manner as corpora-
tions created by the law of the State, and that process
might be served on an officer or agent of the company.
The difficulty was that a State law would not modify the
act of Congress. See now Schollenberger Lx LParte,
96 U. S. 377, and Stat. 1886-87, c¢. 373.
Williams v. Empire Transportation Co. holds that
a corporation which transacts business in a State other
than that of its incorporation, upon the condition of ren-
dering itself liable to service upon its agent, waives the
question of the legality of the service, and is found in
that State for purposes of suit in a federal court.

Potter v. Holland, 4 Blatchf. C. C. 206, 1858, Dist. Conn.,
Ingersoll, J.; s. c. 1 Fisher, 333.

Is followed in Potter v. Bravnsdorf, 7 Blatehf. C. C.

109, 1869, South. Dist. N. Y., Blatchford, J., on the
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point that it is not in the power of the patentee by sur-
render to injure the right to third persons holding under
him.

‘¢ An assignee 1s one who had transferred to him in
writing the whole interest of the original patent or an
undivided part of such whoie interest in every part of
the United States ; and no one, unless he has such an in-
terest transferred to him, is an assignee. A grantec is
one who has transferred to him in writing the exclusive
right under the patent to make and use, and to grant
to others to make and use, the thing patented, within
and throughout some specified part or portion of the
United States.” Quoted with approval in Meyer v.
Dailey, 2 Ban. & A. 77, 1875, West. Dist. Penn.,
McKennan, J.

Cited in Nelson v. McMann, 4 Ban. & A. 211, 1879,
South. Dist. N. Y., Blatchford, J., as agreeing with the
principles of Gavylor v. Wilder, 10 How. 477, as to the
point that an assignment, in order to allow the assignce
to sue in his own name, muast be exclusive within the
territory it covers, even of the patentee himself.

Potter 2. Schenck, 1 Biss. 515, 1866, North. Dist. Ill.,
Drummond, J.

Is quoted from at some length in Adams v. Joliet
Manuf. Co., 3 Ban. & A. 5, 1877, North, Dist. 1ll.,
Blodgett, J., to the point that a change of location of
any part in a combination, when there is no new func-
tion performed by this change made in its new location,
will not evade a patent.

This case is examined in Zucker v. Dana, 7 F. R.
214, 1881, Dist. Mass., Lowell, J., and the former case
is said to have been carefully distinguished in this
decision from Goodyear Cases. Lowell, J., says: ‘1
may fail to see the difference between the Goodyear
Cases, but I must accept the decision that there 1y a
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difference, and must apply the law accordingly as well
as I can.”

Powder Co. v. Powder Works, 98 U. S. 126, 1878, Supr.
Court, Bradley, J.

‘« By new matter we suppose to be meant new sub-
stantive matter, such as would have the effect of chang-
ing the invention, or of introducing what might be the
subject of another application for a patent.” Quoted
in Siebert Cylinder, &c. Co. v. Harper Lubricator Co.,
4 F. R. 333, 1880, Dist. Coun., Shipman, J., upon the
question of what constitutes such new matter as will
invalidate a reissue.

¢¢ A specification may be amended so as to make it
more clear and distinct, a claim may be modified so
as to make it more conformable with the exact rights
of the patentee, but the invention must be the same.
So particular is the law on this subject, that it is
declared no new matter shall be introduced into the
specification.”  Quoted in  Washburn, &e. Manuf.
Co. v. Haish, 4 F. R. 910, 1880, North. Dist. Ill.,
Drummond, J.

Is also quoted in Flower v. LLayner, 5 F. R. 799,
1881, Dist. N. J., Nixon, .J.

This ecase is cited in Yale Lock Manuf. Co. v.
Scovill Manuf. Co., 5 Ban. & A. 525, 1880, Dist. Conn.
Shipman, J., as construing § 4916, U. S. R. S., to de-
cide that a reissue can only be granted for the same in-
vention which formed the subject of the original patent
of which it is a reissue. This does not exclude amend-
ments of the specifications to make it more clear and
definite, or modifications of the claim to make it more
conformable to the exact rights of the patentee, but
does exclude amendments covering improvements which
have come into use or have been invented by others

after the issue of the original patent.
11
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Is cited in Wilson v. Coon, 6 F. R. 621, 1880,
South. Dist. N. Y., Blatchford, J., upon the question
of reissues, as deciding that where the original patent
is for processes, and the reissue 1s for compounds
which are not the result of the processes, the reissue
is invalid.

A patent for a process and a patent for an implement
or machine are very different things. Cited fo this
effect in James v. Campbell, 104 U. S. 377, 1881,
Supr. Court, Dradley, J.

Lays down the rule for deciding whether a reissue
describes the same invention as the original patent.
It is for the court on inspection of the patents. fleald
v. Lice, 104 U. S. 749, 1881, Supr. Court, Mat-
thews, J.

¢¢ The legislature was willing to concede to the paten-
tee the right to amend his specification (in his reissuc)
50 as fully to describe and claim the very invention
attempted to be secured by his original patent, and
which was not fully secured therecby in consequence
of inadvertence, accident, or mistake, but was not will-
ing to give him the right to patch up his patent by the
additicn of other inventions which, although they might
be his, had not been applied for by him, or, if applied for,
had been abandoned or waived.” Quoted in Atwater
Manuf. Co. v. Beecher Manuf. Co., 8 F. R. 609, 1831,
Dist. Conn., Shipman, J.

Is said in Averill Chemical Paint Co. v. National
Mixed Paint (o., 9 F. R. 464, 1881, Sounth. Dist.
N. Y., Wheeler, J., to have decided that § 4916, U. S.
R. S., authorizing amendments of patents upon proof,
in the absence of any drawing or model, did not author-
ize the commissioner to grant a reissue for a different
invention, or to determine that one invention was the
same as another or a different one, or that two inven-
tions essentially different constituted but ome. That
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decision left open the question whether that clause re-
lated to all patents, or ounly to patents for machines;
but no room was left for adding to the invention by
proof.

Is stated at length in Aells v. McKenzic, 9 F. R. 287,
1881, LLast. Dist. Mich., Brown, J., as authority strictly
limiting the right of reissues to the invention secured
by the original patent.

Explained in Wing v. Anthony, 106 U. S. 146, 1882,
Supr. Court, Woods, J., as deciding that when original
letters-patent are for a process, the reissue cannot cover
a composition, unless it is the result of the process, and
the invention of one involved the invention of the
other.

Is said in Parker, &c. Co. v. Yale Lock Co., 18
F. R. 45, 1883, Dist. Conn., Shipman, J., to have de-
fined the phrase ¢ new matter” as applied to a reissue;
and the opinion of the court is quoted to the effect that
the reissue cannot contain other inventions not included
in the original patent.

This case is construed in A¢lantic Giant Powder Co.
v. HHulings, 21 F. R. 5621, 1884, West. Dist. Penn.,
Acheson, J., to have decided that although the claim of
the patent in technical form might appear to be for the
use of nitro-glycerine as an exploding agent, yet upon
the proper construction it was limited to the methods
or processes of exploding substances described in the
specifications.

Governed the decision in Euachus v. Broomall, 115
U. S. 438, 1885, Supr. Court, Matthews, J.

Prouty ». Ruggles, 16 Pet. 341, 1842, Supr. Court,
Taney, C. J.
Is explained in Zames v. Godfrey, 1 Wall. 79, 1863,
Supr. Court, Davis, J., to the effect that the patent in
that case was for the combination of certain parts of a
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plough arranged together so as to produce a certain ef-
fect. The suit was for an infringement, and the court
below charged the jury that unless the whole combination
was substantially used in the defendant’s machine, there
was no violation of the plaintiff’s patent. Taney, C. J.,
said, in the Supreme Court, ** Nonc of the parts referred
to are new, and none are claimed as new, nor is any
portion of the combination less than the whole claimed
as new, or stated to produce any given result. The end
In view is proposed to be accomplished by the union
of all, arranged and combined togcther in the man-
ner described. The use of any two of thesec parts
only, or of two combined with a third, which is sub-
stantially different in form or in the manner of its
arrangement and connection with the others, is not the
thing patented. It is not the same combination if it
substantially differs from it in any of its parts.”

Is said in Mabie v. Haskell, 2 CIiff. 511, 1865, Dist.
Mass., Clifford, J., to decide that where an invention
consists merely of a combination of elements all of
which are old, a party is not guilty of infringement who
uses only a part of those elements.

It is said in Wells v. Jacques, 1 Ban. & A. 67, 1874,
Dist. N. J., Nixon, J., that it is fairly to be inferred
from the language of Taney, C. J., in Prouty v. Lug-
gles, that the difficulty of the plaintiffs in that casc
arose from not patenting different parts of the combina-
tion of old elements forming the new machine, so as to
hold infringers who used only combinations of one or two
elements, and not all.

Is said in Holly v. Vergennes Machine Co., 4 F. R.
81, 1880, Dist. Vt., Wheeler, J., to hold ihat a patent
for a combination of several parts to accomplish a re-
sult is not infringed by a combination of a less number
of the same parts alone, or with others substantially
different, to produce the same result.
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This case is stated, in LKowell v. Lindsay, 6 F. R.
300, 1881, Kast. Dist. Wis., Dyer, J., to have considera-
ble similarity as to the application of principles to the
latter case, and the language of the court is adopted and
quoted at length.

Is cited in Mc Murray v. Mallory, 111 U. S. 103, 1883,
Supr. Court, Woods, J., to the eftfect that if a patent is
for a combination of three parts, the use of any two, or
of two in combination with a different third, is not
infringement.

The opinion In this case is quoted from at length in
Lowell v. Lindsay, 113 U. S. 102, 1884, Supr. Court,
Woods, J., to the effeet that if a patent is for a combi-
nation of old materials or devices, a use of a portion of
these 1s not an infringement.

Putnam ?. Tinkham, 4 I'. R. 411, 1880, Dist. Conn.,
Shipman, J.

The opinion of the court in this case is quoted from
at length in Ldgarton v. Furst & Dradley Maruf.
Co., 9 I*. R. 454, 1881, North. Dist. 111, Blodgett, J., to
the effect that a reissue is void if it 1s on its face for
a different invention from tl * which was embraced in
the original patent.

R.

Railroad Co. v. Dubois, 12 Wall. 47, 1870, Supr. Court,
Strong, J.

Is said in La Baw v. Hawkins, 1 Ban. & A. 432, 1874,
Dist. N. J., Nixon, J., to decide that the novelty of a
patented invention cannot be assailed by any other evi-
dence than that of which plaintiff has received notice,
and that the state of the art at the time of the alleged
invention, though proper to be considered by the court
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in construing the patent, in the absence of notice has
no legitimate bearing upon the question whether the
patentee was the first inventor.

Railroad Co. v. Harris, 12 Wall. 65, 1870, Supr. Court,
Swayne, J.

Is cited in Wilson v. Hunter, 4 Ban. & A. 186, 1879,
South. Dist, Ill.,, Drummond, J., as deciding the latter
case, the court holding that the.Illinois statute (Revised
Stututes, c¢. 32, § 26) subjecting foreign corporations
auoing business in that State to restrictions imposed
upon corporations of like character of that State, sub-
Jects foreign corporations doing business in that State
to liability to suit in the courts of the United States in
the district where such corporations are doing business,
and that they are then found ir that district, under act
of Congress. But see Schollenderger, Ex Parte, 96

U. S. 374.

Railroad Co. v. Mellon, 104 U. S. 112, 118, 1881, Supr.

Court, Woods, J.
Is distinguished in La Rue v. Western, &c. Co., 28

F. R. 88, 1886, South. Dist. N. Y., Brown, J., from the
latter case.

Railroad Co. v. Stimpson, 14 Pet. 448, 1840, Supr. Court,
Story, J.

Is cited in Thomas v. Shoe Machine Manuf. Co., 3
Ban. & A. 559, 1878, Dist. Mass., Clifford, J., as the
case which changed the rule as to reissnes; the rule now
being that the granting a reissued patent closes all in-
quiry as to inadvertence, accident, or mistake, and leaves

only the question of fraud for a jury.

Railroad Co. v. Trimble, 10 Wall. 367, 1870, Supr. Court,
Swayne, J.

Is explained in Nicolson Pavement Co. v. Jenkins,

14 Wall. 457, 1871, Supr. Court, Davis, J., as being the
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same in principle with the latter case, although the
language of the court in the former case is somewhat
broader as to the effect of an assignment of an inven-
tion and patent ¢¢ to the full end of the term for which
said letters-patent are or may be granted,” it being held
to cover a renewal as well as a reissue.

Is cited in Campbell v. Jumes, 5 Ban. & A. 366, 1880,
South. Dist. N. Y., Wheeier, J., upon the question what
words in an assignment are¢ broad enough to convey a
patent right.

This case is briefly stated in Fire FExtinguisher
Manuf. Co. v. Graham, 16 F. R. 554, 1883, West.
Dist. Va., Hughes, J., to the effect that an assignment
of a patent carries the extended patent, if proper words
to that effect are used.

Railway Co. v. Sayles, 97 U. S. 554, 1878, Supr. Court,
Bradley, J.

The opinion of Mr. Justice Bradley in this case, in
regard to the enlargement of an application by a sub-
sequent amended application, is quoted in Eugleton
Maruf. Co. v. West, &c. Manuf. Co., 5 Ban. & A.
481, 1880, South. Dist. N. Y., Wheeler, J.

Is cited in Yale Lock Manuf. Co. v. Scovill Manuyf.
Co., 5 Ban. & A. 527, 1880, Dist. Conn., Shipman, J.,
to the effect that courts should regard with jealousy and
disfavor any attempt to enlarge the scope of an applica-
tion once filed or a patent once granted, the effect of
which would be to enable the patentee to appropriate
other inventions made prior to such alterations.

It is said in Flower v. Rayner, 5 F. R. 798, 1880,
Dist. N. J., Nixon, J., that courts, acting upon the
caution of Mr. Justice Bradley in the former case, are
more and more inclined fo regard with jealousy and dis-
favor any attempt to enlarge the scope of an application
once filed, or of a patent once granted, the effect of
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which would be to enable the patentee to appropriate
other inventions made prior to such alterations, or to
appropriate that which has in the mean time gone into
public use.

Is cited in Morley Sewing Machine Co. v. Lancaster,
23 F. R. 346, 1885, Dist. Mass., Colt, J., to the effect that
a primary patent is more liberally construed than a sec-
ondary, and puts all subsequent patents under tribute.

The language of Mr. Justice Biadley to the effect that
the court will not allow anything new to be incorporated
into the original specification by an amended applica-
tion and model filed several years later, any more than
it would permit the enlargement of an original specifica-
tion by a reissue, is quoted in Kiitle v. Hall, 29 F. R.
511, 1887, South. Dist. N. Y., Cecxe, J.

Read v. Miller, 3 Fisher, 310, 1867, Dist. Ind., McDonald,
J.; s. c. 2 Biss. 12.

Is referred to in Anthony v. Carroll, 2 Ban. & A.
197, 1875, Dist. Mass., Shepley, J., as deciding that no
limit existed in the law at that time for bringing suits
for the infringement of patents in the federal courts, the
State statutes of limitations having no force in federal
courts. See Collins v. Peebles.

Reckendorfer v. Faber, 92 U. S. 347, 1876, Supr. Court,
Hunt, J.

The principle of this case is approved in Herring

v. Nelson, 8 Ban. & A. 61, 1877, North. Dist. N. Y,,

Johnson, J.

This case is said in Williams v. Rome, dic. R. K.
Co., 3 Ban. & A. 422, 1878, North. Dist. N. X., Blatch-
ford, J., to afirm and apply the doctrine of Hailes v.
Van Wormer, 20 Wall. 353 (q. v.).

This case is quoted in Perfection Window Cleaner
Co. v. Bosley, 5 Ban. & A. 451, 1880, North. Dist. Ill.,
Dyer, J., to the effect that mecharical skill is one thing,
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invention 1s a different thing. Perfection of workman-
ship, however much it may increase convenience, extend
use, or diminish expense, is not patentable.

The language of Mr. Justice IHunt to the effect that
a combination to be patentable must produce a different
force, effect, or result in the combined process or pro-
cesses from that given by the separate parts, is quoted
with approval in Pickering v. McCullough, 104 U. S.
318, 1881, Supr. Court, Matthews, J.

Quoted to the same effect in Sawyer v. Miller, 12
F. R. 727, 1882, South. Dist. Ga., Pardee, J.

The principles of this case were applied in Mosler
Safe & Lock Co. v. Mosler, 22 F. R. 905, 885, South.
Dist. Ohio, Sage, J.

Is cited in Peard v. Johnson, 23 F. R. 510, 1885,
South. Dist. N. Y., Coxe, J., upon the question of what
combination of old elements is patentable.

Quoted to the same effect in Scott Manuf. Co. v.
Sayre, 26 F. R. 155, 1885, Dist. N. J., Nixon, J.

Reed v. Cutter, 1 Story, 590, 1841, Dist. Mass., Story, J.

‘** He who invents first shall have the prior right if he

18 using reasonable diligence in adapting and perfecting

the same, although the second inventor has in fact first

perfected the same and reduced the same to practice in

a positive form.” Story, J., in this quotation, is said

in Hubel v. Dick, 28 F. R. 139, 1886, South. Dist.

N. Y., Shipman, J., to have a..nounced the fundamental

principle in regard to priority as between two inde-
pendent inventors.

Reeves v. Keystone Bridge Co.,, 1 O. . 466.

‘‘ The patentee whose patent is assailed on the ground
of want of novelty may show by sketches and drawings
the date of his inceptive invention, and if he has exer-
cised reasonable diligence in perfecting it and adapting
it, and in applying for a patent, his protection will be
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carried back to such date.” Quoted in Kneeland v.
Sheriff, 5 Ban. & A. 483, 1880, West. Dist. Penn.,
McKennan, J.

Is said in Paillard v. Bruno, 29 F. R. 865, 1886,
South. Dist. N. Y., Wallace, J., to adopt the reasoning
in Henry v. Providence Tool Co.,3 Ban. & A. 501, and
to decide that in a case where the original term of the
foreign patent has been extended subsequently to the
grant of the United States patent, this extension does
not prolong the term of the Umted States patent; but
the latter expires under § 4887, U. S. R. S., at the end
of the original term of the foreign patent.

Reissner ». Sharpe, 16 Blatchf. C. C. 383, 1879, South.
Dist. N. Y., Blatchford, J.
Is said in Bate Lefrigerating Co. v. Gillett, 13 F. R,
058, 1882, Dist. N. J., Nixon, J., to have followed the
construction of § 4887, U. S. R. 8., adopted in Henry v.
Providence Tool Co., 14 O. &. 855 (q. v.).

Rice v. Heald, 13 Pacific L. R. 34, 1877, Dist. Cal.,

Sawyer, J.
Is cited in Gottfried v. Phillip Bost Drewing Co y

o Ban. & A. 34, 1879, East. Dist. Wis., Dyer, J.,
the effect that a prior machine which will not produce
substantially the same results as the subsequent machine,
without altering its construction, cannot be an anticipa-
tion of the subsequent machine, no matter how strongly
the prior machine may resemble the subsequent machine
in its construction.

Rich v. Close, 4 Fisher, 282, 1870, North Dist. N. Y.,
Woodruff, J.

The language of Judge Wcodruff in this case to the
effect that an inventor be limited in the constrauction of
his patent by what he has claimed, is quoted in Lowel!
v. Lindsay, 6 F. R. 293, 1881, East. Dist. Wis,
Dyer, J.
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Rich 2. Ricketts, 7 Blatchf. C. C. 230, 1870, North. Dist.
N. Y., Hall, J.

- Is cited in May v. Logan County, 30 F. R. 257,
1887, North. Dist. Ohio, Jackson, J., as a case holding
that a State statute of limitation may be interposed as
a defence in a suit in the federal court for infringement
of a patent. See Collins v. Pecbles.

Richardson v. Lhockwood, 6 Fisher, 454, 1873, Dist. Mass.,
Lowell, J.

Is said in Allis v. Buckstaff, 13 F. R. 884, 1882,
East. Dist. Wis., Dyer, J., to have intimated that the
names of the witnesses by whom the defendants expect
to prove prior use as a defence, should be stated in the
answer ; but that this case is overruled by fioemer v.
Simon, 95 U. S. 219, and Planing Machine Co. v.
Keith, 101 U. S. 479, which hold that only the names
of those who invented or used the machine need
be stated in the answer, and not the names of the
witnesses.

Richardson ». Noyes, 10 O. G. 507, 1876, Dist. Mass.,
Lowell, J. See Wallace v. Holmes.

Robbins v. Chicago, 4 Wall. 657, 1866, Supr. Court,
Clifford, J.

Is quoted in American Bell Telephorne Co. v. Na-
teonal Improved ZTelephone Co., 27 F. R. 665, 1886,
East. Dist. La., by the court, as to the conclusiveness
of the judgment respecting the same cause of action and
between the same parties. .

Roberts 2. Buck, 6 Fisher, 38250, 1873, Dist. Mass.,
Shepley, J. |
Is cited in AWis v. Buckstaff, 13 F. R. 884, 1882,
East. Dist. Wis., Dyer, J., as to the inadmissibility of
evidence in defence as to anticipation not set up in the
answer, if objected to.
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Roberts v. Harnden, 2 CIliff. 500, 1865, Dist. Mass.,
Clifforqd, J.

Was decided in favor of the complamants; but Lob-
erts v. Kyer, 91 U. S. 159, 1875, Sapr. Court, Waite,
C. J., a suit on the same patent (to D. W. C. Sanford
for an improvement in refrigerators), was decided by
the Supreme Court in favor of defendants, affirming the
decision of the circuit court of the southern district of
New York on the ground of prior invention by another

than the patentee. J/

Roberts v. Buck, 91 U. S. 159, note, 1875, Supr.
Court, Waite, C. J., also follows Loberts v. Liyer.

Roberts v, Reed Torpedo Co., 3 Fisher, 629, 1869, East.
Dist. Penn., Grier, J.
Is explained in North Western Fire Extinguisher
Co. v. Philadelphia Fire Extinguisher Co., 1 Ban.
& A. 191, 1874, East. Dist. Penn., McKennan, J.

Roberts ». Ryer, 91 U. S. 157, 1875, Supr. Court,

Waite, C. J. . |

“ It is no new invention to use an old machine for a
new purpose. The inventor of the machine is entitled
to the benefit of all the uses to which it can be put,
nc matter whether he conceived the idea of the use
or not.” Quoted in Gotifried v. Phillip Best Drew-
tng Co., b Ban. & A. 33, 1879, East. Dist. Wis.,
Dyer, J.

Quoted to the same effect in Glottfried v. Crescent
Brewing Co., 9 F. R. 766, 1881, Dist. Ind., Gresham, J.

Said in Cottier v. Stimson, 20 F. R. 909, 1884,
Dist. Or., Deady, J., to hold that it is no new inven-
tion to use an old machine for a new j:urpose.

Quoted to the same effect in New Process Fermenta-
tion Co. v. Koch, 21 F. R, 582, 1884, East. Dist., Mich.

Brown, J.
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Robinson v. Randolph, 4 Ban. & A. 163, 1879, Dist. N. J.,
Nixon, J.

Is said in Cary v. Lovell Manuf. Co., 24 F. R. 148,
1885, West. Dist. Penn., Acheson, J., to be, like the
latter case, one in which, on motion, the court declined
to listen to affidavits alleging a new defence.

Roemer v. 8imon, 95 U. S. 214, 1877, Supr. Court,
Clifford, J.

Is said in Planing Machine Co. v. Keith, 101 U. S.
493, 1879, Supr. Court, Strong, J., to settle the ques-
tion that only the names of those who invented or used
an anticipating machine need be pleaded under the
statute, and not those who will prove such prior use.

Is cited in Loom Co. v. Higgins, 105 U. S. 596,
1881, Supr. Court, Bradley, J.,as deciding that a failare °
to object, before the final hearing, to the defence of
prior invention or use, on account of lack of notice of
the names and residences of the prior users or inventors,
waives such defect.

Is said in Alis v. Buckstaff, 18 F. R. 884, 1882,
East. Dist. Wis.,, Dyer, J., to overrule the case of
Richardson v. Lockwood, 6 Fisher, 454, and to
establish the rule that when the defendant sets up the
defence of prior use or invention, he need not in his
answer sct forth the names of the witnesses by whom
he expects to prove prior, use, but only the names of
those who had invented or used the anticipating
machine.

Rogers v, 8argent, 7 Blatehf. C. C. 507, 1870, South. Dist.
N. Y., Blatchford, J.

This case was urged upon the court in the Double
Pointed Tack Co. v. Mann, 5 Ban. & A. 473, 1880,
East. Dist. Wis., Dyer, J., as a case where the 1nvention
was merely a corrugated staple, the mere use of a piece of
corrugated wire such as every ounc had seen long before,
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but which-when bent into a staple produced a particu-
lar and novel effect; but the court in the latter case
considered the case of Logers v. Sargent at length, and
held that the patent was sustained, for the rcason that
the corrugations were, under the patentee’s claim, made
by the use of dies, thus enabling the article to be con-
structed by machinery so that it could become a new
article of manufacture.

Root v. Lake Shore & Michiéan Southern Railway Co.,
105 U. S. 189, 1881, Supr. Court, Matthews, J.

The rule of that case is relied on in Hayward
v. Andrews, 106 U. S. 675, 1882, Supr. Court,
Matthews, J.

‘¢ A bill in equity for a naked account of profits and
damages agalnst an infringer of a patent cannot be sus-
tained. Such relief, ordinarily, is incidental to some
other equity, the right to enforce which secures to
the patentee his standing in court. The most general
ground for equitable interference is to insure to the
patentee the enjoyment of his specific right by an in-
junction against the continuance of the infringement ;
but grounds of equitable relief may arise, other than
by injunction, as where the title of the complainant is
equitable merely, or equitable interposition is necessary
on account of the impediments which prevent the resort
to remedies purely legal. Such an equity may arise out
of and inhere in the nature of the account itself, spring-
ing from special and peculiar circumstances, which dis-

~able the pateniee from recovery at law altogether, or
render his remedy in a legal tribunal difficult, inade-
quate, and incomplete. As such cases cannot be defined
more exactly, ecach must rest upon its own pecuiiar cir-
cumstances as furnishing a clear and satisfactory ground
of exception from the general rule.” Quoted in Camp-
bell v. Ward, 12 F. R. 151, 1882, Dist. N, J., Nixon, J.
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Is cited in Davis v. Smith, 19 F. R. 823, 1884, Dist.
Mass., Lowell, J., as governing the decisicn in the latter
case.

It is said in New York Grape Sugar Co.v. Peoria
Grape Sugar Co., 21 F. R. 879, 1884, North. Dist.
I1l., Blodgett, J., that since the decision in the former
case that equity has no jurisdiction in a suit upon an
expired patent, when the only relief sought is account-
ing for profits and damages, the decisions at the circuit
have not been uniform as to such jurisdiction, in cases
where a patent expires after the commencement of the
suit and before decree.

It is said in Smith v. Sands, 24 F¥. R. 472, 1885,
West. Dist. Mich., Withey, J., that the former case re-
views the patent laws and the decisions under them,
showing when the remedy is in equity, and when the
gole remedy is in the court of laws, for the infringement
of a patent.

Is interpreted in Crandall v. Plano Manuf. Co., 24
¥, R. 739, 1885, North. Dist, Ill., Blodgett, J., as pro-
ceeding upon the ground that patentecs have an ade-
quate remedy at law in suits against infringers, except
in cases where there is a right to an injunction as part
of the relief sought ; but thatin all cases where the only
question 13 as to the amount of profits and damages,
and the complainant is not entitled to an injunction, the
remedy is at law,

This ease is briefly stated ; and the statement that an
zynity giving a federal court jurisdiction in a patent
vage may arise out of the nature of the account itself,
18 said, in Lord v. Whitehead, &c. Machine Co., 24
F. R. 803, 1885, Dist. Mass., Colt, J., not to mean that
8 federal court will take jurisdiction in equity merely
because of the intricacy of an account which is de-

- signed to embrace compensation for numerous tortious
acts.
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Is said in Clark v. Wooster, 119 U. S. 325, 1886,
Supr. Court, Bradley, J., to contain nothing contrary
to the proposition that where the case made by the bill in
a patent cause was for eguitable relief when the suit was
instituted, the mere fact that the ground for such rclief
expired by the expiration of the patent would not take
away the jurisdiction and preclude the court from pro-
ceeding to grant the incidental relief which belongs to
that class of cases. )

Is said in Beedle v. Be,mzett 122 U. S. 75, 18886,
Supr. Court, Matthews, J., not to present any objection
to jurisdiction in a case where the patent is in force
at the time the bill is filed, and expires before final
decree,

Governed the decision in the Consolidated Safety
Valve Co. v. Ashton Valve Co., 26 F. R, 319, 1886,
Dist. Mass., Colt, J.

1t is said in Lacine Seeder Co. v. Joliet Wire Check
LLower Co., 27 F. R. 368, 1886, North. Dist. Iil.,
Blodgett, J., that the decision in Root v. Railway Co.
rendered the jurisdiction of the court, in Liucine Seeder
Co. v. Joliet Wire Check Rower Co., doubtful ; the bill
in the latter case being filed about two months before
the expiration of the patent, the court dismissed the bill
without prejudice to a suit at law.

Is said in Consolidated M. Purifier Co. v. Wolf, 28
F.R. 816, 1886, East. Dist. Penn., Bradley, J., to have
decided, after much consideration, that a suit merely for
an account of gains, profits, and savings on a license,
cannot be maintained in equity; there must be some
equitable ground for relief in addition to a mere demand
for account.

The principles of this case are applied in K:tile v.
Il 29 F. R. 511, 1887, South. Dist. N. Y., Coxe, J.

Is distinguished in Kogers v. Riessner, 30 F. R. 530,
1887, South. Dist. N. Y., Wheeler, J.
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Rowell v. Lindsay, 113 U. S. 97, 1884, Supr. Court,
Woods, J.
Is cited and explained in La Rue v. Western, d&c.
Co., 28 F. R. 90, 1886, South. Dist. N. Y., Brown, J.

Rubber Co. v. Goodyear, 6 Wall. 153, 1867, Supr. Court,
Chase, C. J.

Is said in American Nicholson Pavement Co. v.
FElizabeth, 1 Ban. & A. 468, 1874, Dist. N. J., Nixon, J.,
not to be an authority for the allowance by the court of
a bond given by the defendants on final decree without
sureties.

Rubber Co. v. Goodyear, 9 Wall. 788, 1869, Supr. Court,
Swayne, J.

The opinion of the Supreme Court in this case was fol-
lowed as conclusive, to the effect that the decision of the
commissioner of patents as to the validity of an exten-
sion is conclusive in & suit for infringement in Ameri-
can Wood Paper Co. v. Glen IFalls Paper Co.,
8 Blatchf. C. C. 515, 1870, North. Dist. N._Y.,
Woodruff, J.

Was urged by counsel for complainants in dmerican
Nicholson Pavement Co. v. Elizabeth, 1 Ban, & A.
459, 1874, Dist. N. J., Nixon, J., as a case deciding
that in estimating profits, nothing should be allowed to
the infringers for personal services, but is said by
Nixon, J., to decide just the contrary; that is, to allow
usual salaries of managing officers, but tc disallow
extraordinary salaries, which are in reality disguised
dividends.

The course pursued in this case, where the inventor
first patented the process and afterwards surrendered
the letters-patent and took his reissue in two several
patents, one for the product and the other for the pro-
cess of the product, is approved in McHKay v. Dibert,

5 F. R. 590, 1880, Dist. N. J., Nixon, J.
12
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Is stated in Root v. Railway Co., 105 U. S. 197,
1881, Supr. Court, Matthews, J., as affirming the rule
that an infringer of a patent must account for his actual
profits only, not for what he might possibly by diligence

have made.
It is cited in National Manuf. Co.v. Meyers, 7 F. R.

357, 1881, South. Dist. Ohio, Swing, J., as a case where
the defence of invalidity of plaintiff’s patent and a
license under thav patent were both set up in the
defendant’s answer, without— objection ecither in the
circuit or Supreme Court, thereby showing that those
defences were not regarded by the complainant’s counsel
as inconsistent.

Is said in Rathoay Register Manuf. Co. v. North
Hudson C. K. Co., 23 F. R. 534, 1885, Dist. N. J.,
Nixon, J., to have held that Congress did not mean a
patent to be abrogated collaterally, but left the remedy
in such a case to be regulated by principles of general
jurisprudence.

Rubber Tip Pencil Co.». Howard, 20 Wall. 498, 1872,
South, Dist. N, Y., Benedict, J.

Decides whether a new article of manufacture is a
patentable invention. Cited in Reckendorfer v. Faber,
92 U.S. 353, 1875, Supr. Court, Hunt, J., to show that
the question of patentability is open to the court, and
not conclusively settled by the commissioner of patents.

Ruggles v, Eddy, 11 Blatchf. C. C. 524, 1874, North. Dist.
N. Y., Woodruff, J.

Is said in De Florez v. Raynoids, 4 Ban. & A.
340, 1879, South. Dist. N. Y., Blatchford, J., to be a
case where an application to be allowed to amend an
answer on the ground of the.incompetency of the de-
fendant’s counsel, by whom the answer had been filed,
was not allowed.
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Russell ». Dodge, 93 U. S. 460, 1876, Supr. Court,
Field, J.

Said to be similar in general principles to Lussell v.
Place, 94 U. S. 606, 1876, Supr. Court, Field, J.

Is said in Herring v. Nelsorn, 3 Ban. & A. 66, 1877,
North. Dist. N. Y., Johnson, J., to decide only the
point that the alleged inventions contained in the origi-
nal and reissued patents were unpatentabie for lack of
novelty.

The opinion of Mr. Justics Field is quoted in Atlantic
Giant Powder Co.v. Goodyear, 3 Ban. & A. 164,
1877, Dist. Mass., Shepley, J., to the effect that in a
reissue a change from the specifications of the original
patent, of which change the entire object is not to cor-
rect a defect in the original patent, but to change it,
and to obtain a patent for a different invention, invali-
dates the reissued patent.

Is cited in Gould v. Ballard,3 Ban. & A. 327, 1878,
Dist. N. J., Nixon, J., as a case where the Supreme
Court exhibited a disposition to criticise the facility with
which reissues were obtained at the patent office. Rus-
sell v. Dodge is distinguished from Gowld v. Ballard ;
the former being a case when the reissue extended the
operation of the original patent, the latter a case where
the omission of a part of the elements restricted the
original patent in the reissue.

Is cited in Ball v. Langles, 102 U. S. 130, 1880,
Supr. Court, Strong, J., to the point that a reissue em-
bracing new matter, or for anything broader than the
invention as originally described in the specification
and drawings or models, is void.

Is said in Atwood v. Portland Co., 5 Ban. & A.
238, 1880, Dist. Maine, Lowell, J., to decide that a
patentee in reissuing his patent has no right to omit
something which he had described in the original patent
as essential.
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‘“ A defective specification could be rendered more
definite than certain, so as to embrace the claim made, or
the claim could be so modified as to correspond with the
specification ; but except in special circumstances, such
as occurred in the case of Lockwood v. Morey, 8 Wall.
230, where the inventor was induced to limit his claim
by the mistake of the commissioner of patents, this was
the extent to which the operation of the original patent
could be changed by the reissue. The object of the law
was to enable the patenteces to remedy accidental mis-
takes, and the law was perverted when any other end
was secured by the reissue.” Quoted in Giant Powder
Co. v. California Vigorit Co., 4 F. R. 725, 1880,
Dist. Cal., Field, J.

The opinion of Mr. Justice Field in this case is
quoted at some length in Washburn, &ec. Manuf. Co.
v. Haish,4 F. R. 910, 1880, North. Dist. 1ll., Drum-
mond, J., to the point that a reissue can only be granted
for the same invention originally embraced by the origi-
nal patent.

This case is briefly stated, and the effect of the de-
cision given as to the validity of the reissue, in Flower
v. Rayner, 5 F. R. 798, 1880, Dist. N. J., Nixon, J.

In Wilsor v. Coon, 6 F. R. 620, 1880, South. Dist.
N. Y., Blatchford, J., this case is considered at length,
with the comment that the case of Russell v. Dodge is
often cited as authority for the proposition that where
the claim of the patent is valid, and the descriptive part
of the specification is sufficient to support it, the patent
cannot be reissued ; but that the case does not lay down
the above proposition, nor does any case yet decided by
the Supreme Court.

Is said in Smith v. Merriam, 6 F. R. 719, 1881,
Dist. Mass., Lowell, J., to decide merely that a reissue
whick claims a different invention is void, and that
Russell v. Dodge is considered by Mr. Justice Strong,
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in Ball v. Langles, 18 O. G. 1405, to be consistent.
with Seymour v. Osborne, 11 Wall. 516.

Is stated at length in Kells v. McKenzie, 9 F. R. 286,
1881, East. Dist. Mich., Brown, J., as an authority
strictly limiting the right of reissues.

Is stated briefly upon the question of reissues in

Scrivner v. Oakland Gas Co., 22 F. IR. 99, 1884,
Dist. Cal., Sawyer, J.

Russell ». Place, 9 Blatchf. C. C. 173, 1871, North. Dist.
N. Y., Woodruff, dJ.

Mr. Justice Woodrufl' is said, in Burdett v. Estey, 5
Ban. & A. 313, 1880, Dist. Vt., Wheeler, J., to have
treated as intentional and deliberate an infringement
made by persons who knew of the patent in suit, al-
thongh they supposed that another patent of the plain-
tiff’s, which they owned, protected them in their acts.

Russell v. Place, 94 U. S., 606, 1876, Supr. Court,
Field, J.

Is cited, and the principles applied, in Steam Gauge
& Lantern Co. v. Meyrose, 27 F. R. 213, 1886, East.
Dist. Mo., Brewer, J., to the effect that a judgment re-
covered in an action at law for damages for infringe-
ment of a patent does not estop the same defendant in
an equity suit for an injunction and an account, if the
validity of the patent was not necessarily involved in
the prior case, except in respect to the claim which was
the basis of the judgment.

Russell & Brwin Manuf. Co. v. Mallory, 10 Blatchf, C. C.
149, 1872, Dist. Conn., Woodruff, J.

‘t Lapse of time does not per se constitute abandon-
ment. It may be a circumstance to be considered. The
circumstances of the case, other than mere lapse of time,
almost always give complexion to delay, and either ex-
cuse it or give it conclusive eflect. The statute has made
contemporaneous public use, with the consent and allow-
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ance of the inventor, a bar when it exceeds two years.
But in the absence of that and of any other colorable
circnmstances, we know of no mere period of delay
which ought per se to deprive an inventor of his right.”
Quoted in Andrews v. Carman, 2 Ban. & A. 295, 1876,
East. Dist. N. Y., Benedict, J.

S.

Sanders v. Liogan, 2 FKisher, 167, 1861, West. Dist.
Penn., Grier, J.

Is cited in Vaughan v. East Tennessee, &c. R. R.
Co., 2 Ban. & A. 540, 1877, East. Dist. Tenn., Brown,
J., as doubting whether a court of equity had jurisdic-
tion when the bill stated a case proper for neither an
account nor injunction, but only for a decree for a cer-
tain sum of monev, with interest, as fixed actual dam-
ages. This is construed, in Vaughan v. Last Tennessee,
&c. R. R. Co., as a negative pregnant that if an account
is prayed for, the jurisdiction is sustained.

The opinion of Mr. Justice Grier is quoted in Vaughan
v. Central P. . B. Co.,, 3 Ban. & A. 31, 1877, Dist.
Cal., Sawyer, J., to the point that in an invention for
an improvement in grist-mills, the license fee is the
measure of actual damages suffered.

Bargent v. Hall 8afe and Liock Co, 114 U. S. 63, 1884,
Supr. Court, Blatchtord, J.

‘“ In patents for combinations of mechanisms, limi-
tations and provisos imposed by the inventor, especially
siich as were introduced into an application after it had
been positively rejected, must be strictly construed
against the inventor and in favor of the public, and
looked upon as in the nature of disclaimers.” Quoted
in Shepard v. Carrigan, 116 U. S. 598, 1885, Supr.
Court, Woods, J.
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Bargent v. Larned, 2 Curtis, C. C. 340, 18535, Dist. Mass.,
Curtis, J.

Is said in Morse v. Davis, 5 Blatchf, C. C. 44, 1862,
North. Dist. N. Y., Hall, J., not to be a case of much
importance upon the question of infringement, and
only to decide that a defendant who is merely a work-
man in the employ of another cannot be required to
account for profits of an infringement.

Is cited in Brooks v. Moorkouse, 3 Ban. & A. 231,
1875, Dist. Mass., Shepley, J., as a case where Curtis,
J., enforcea by Injunction an agreement not to make
any articles which infringed plaintiff’s patent.

Sargent v. Seagrave, 2 Curtis, C. C. 553, 1855, Dist. R. 1.,
Curtis, J.
Is referred to in Zoppan v. National Bank Note
Co., 4 Blatchf. C. C. 512, 1861, South. Dist. N. Y.,
Shipman, J.

Sargent v. Yale Liock Manuf. Co., 17 Blatchf. C. C. 244,
1879, South. Dist. N. Y., Blatchford, J.

The principle of this case is said in Fétch v. Bragyg,
16 F. R. 247, 1883, Dist. Conn., Shipman, J., to be, that
when the reduction of prices in the plaintiff’s sales is
the only element of damages, if the essential feature of
the plaintiff’s structure and of the infringing structure
respectively is the patented device, and the patentéed
device, being only a part of the structure, must neces-
sarily be embodied in the complete structure for sale,
and the patentee is enabled by the presence of such
patented device to make a profit on the entire struc-
ture, and he is deprived by the acts of the defendant in
selling at low prices infringing structures containing
the patented device, of the profits which he otherwise
would bave made on the structures containing the pa-
tented device which he actually sold, the defendant’s
infringement must be held to have caused the entire
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loss of the plaintiff by the reduction of prices, after
allowing a proper sum for any other patented device
contained in the defendant’s structures.

Sargent Manuf. Co. v. Woodruff, 5 Biss., 444, 1873, West.
Dist. Wis., Hopkins, J.
Is cited in Cornell v. Littlejohn, 2 Ban. & A. 327,
1876, South. Dist. N. Y., Johnson, J., to the point that
a preliminary injunction in a patent suit is not a con-
trolling authority in another circuit.

Sarven v. Hall, 9 Blatchf, C. C. 524, 1872, Dist. Conn.,
Woodruff, J.
Is affirmed in Rusgell, &ec. Manuf. Co. v. Mallory,
10 Blatchf., C. C. 146, 1872, Dist. Conn., Woodruff, J.,
and distinguishes between a patentable combination and
a mere aggregation of elements having no relation to
one another, or no reciprocal or co-operative action to
produce the result obtained.

Sawin v. Guild, 1 Gall. 485, 1813, Dist. Mass., Story, J.
Is distinguished in .Morse v. Davis, 5 Blatchf. C. C.
44, 1862, North. Dist. N. Y., Hall, J., from the latter
case. - |
Is cited in Wrilder v. Kent, 15 F. R. 218, 1883, West.
Dist. Penn., Acheson, J., as holding that an execution
sale by the sheriff of the ‘¢ materials” of several pa-
tented machines was not infringement of the patent
right by the officer who made the sale.

Saxe v. Hammond, 1 Holmes, 456, 1875, Dist. Mass.,
Shepley, J.

The language of Mr. Justice Shepley in this case to
the effect that a mere manufacture of the separate
elements of a patented combination by different manu-
facturers is not an infringement unless such manu-
facture be proved to have been conducted for the
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purpose and with the intent of aiding infringement, is
quoted in Snyder v. Lunnell, 29 F. R. 48, 1886, South.
Dist. N. Y., Coxe, J.

Sayles v. Chicago & N. W. R. R. Co,, 4 Fisher, 584, 1871,
North. Dist. Ill., Drummond, J.

Is cited by Longyear, J., in Hawes v. Antisdel, 2
Ban. & A. 11, 1875, East. Dist. Mich., as a case where
the evidence of prior use or knowledge, being nicely
balanced, the patent was sustalned.

Sayles ¥. Dubuque & 8. C.R. R. Co, 9 F. R. 516, 1879,
Dist. Iowa, per Curiam. See Collins v. Peebles.

Sayles v. Lakeshore & M. 8. R. R. Co,, 9 F. R. 515, 1879,
North. Dist, Ill.,, Harlan, J. See Collins v. Peebles.

fayles v. Oregon Central Railway Co., 6 Sawyer, 31, 1879,
Dist. Or., Deady, J.

Cited in Muy v. Logan County, 30 F. R. 257, 1887,
North. Dist. Ohio, Jackson, J., as a case holding that a
State statute of limitations may be interposed as a de-
fence in a suit in the federal court for infringement of
a patent. See Collins v. Peebles.

Sayles ». Railway Co, 97 U. 5. 554, 1878, Supr. Court,
Bradley, J.

‘¢ If one inventor precedes all the rest and strikes out
something which includes and underlies all that they
produce, he acquires a monopoly and subjects them to
tribute.” Quoted in Steam Gauge &e. Co. v. Miller,
8 F. R. 322, 1881, Dist. Conn., Shipman, J.

Bayles v. Richmond, F. & P. R. R. Co, 4 Ban. & A. 241,
1879, East. Dist. Va., Hughes, J.

Is cited in Hayden v. Oriental Mills, 22 F. R. 104,
1884, Dist. R. 1., Colt, J., as deciding that the statute
of limitations, act of July 8, 1870, § 55, of six years
from the expiration of the patent, for bringing patent
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suits for infringements, beging to run at the expiration
of the period of twenty-one years as one term. Conira,
Sayles v. Loutsville City R. B. Co., 9 F. R, 512;
Sayles v. Lakeshore & M. S. R. R. Co., 9 F. R. 515;
Sayles v. Dubuque & 8. C. R. R. Co., 9 F. R. 516.

Schillinger v. Greenway Brewing Co., 21 Blatchf, C. C.
383, 1883, North. Dist. N. Y., Blatchford, J.
Ys explained in California Pavement Co. v. Schalicke,
119 U. S. 405, 1886, Supr. Court, Blatchford, J.

Schollenberger, £ Parte, 96 U. S. 869,

The opinion of Mr. Chief-Justice Waite is quoted in
- Vermont Farm Machine Co, v. Murble, 20 F. R. 118,
1884, Dist. Vt., Wheeler, J., to the effect that the act
of Congress prescribing that no person may be sued in
a federal court, except in the district of which he is an
inhabitant or in which he is found, is in the nature of
the personal exemption in favor of a defendant,. and
one which he may waive. See now act of Congress,
18836-87, March 3, ¢. 373, that no person can be sued

except in the district of which he is an inhabitant.

Schuessler v. Davis, 13 0. G. 1011, 1878, North. Dist.
N. Y., Wallace, J.
(Gives a constraction of the same reissue on which
suit was brought in Loercher v. Crandal, 11 F. R, 879,
1881, North. Dist. N. Y., Blatchford, J.

Selden v. Stockwell Gas Burner Co., 19 Blatchf. C. C.
044, 1881, South. Dist. N. Y., Blatchiord, J.

Is said in Consolidated Eleciric Light Co. v. Edison
Lilectric Light Co., 25 F. R. 721, 1885, South. Dist.
N. Y., Wallace, J., to decide that under § 4895, U. S.
R. S., a patent may be issued fo the person who by the
records of the office is assignee of the patent, although
not technically the assignee of the inventor.
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Seymour v. McCormick, 16 How. 485, 1853, Supr. Court,
Grier, d. |

Is said in New XYork v. LRansom, 23 How. 489,
1859, Supr. Court, Grier, J., to have decided that where
the profit of the patentee is derived neither from an ex-
clusive use of the thing patented nor from a monopoly
of making it for others to use, the actual damage which
he suffers by the use of his improvement without his
license 1s the price of it, with interest, and no more. It
is to his advantage that every one should use his inven-
tion, provided he pays for a license. The only damage
to the patentee is the non-payment of that sum when
the infringer commences the use of the invention.

The opinion of Mr. Justice Grier is quoted in Ameri-
can Nicholson Pavement Co.v. Eiizabeth, 1 Ban. & A.
444, 1874, Dist. N. J., Nixon, J., to the point that no
rule can be laid down in an action at law which shall
settle for all cases what damages are to be allowed the
patentee.

Is said in Goodyear Dental Vulcanite Co. v. Van
Antwerp, 2 Ban. & A. 255, 1876, Dist. N. J., Nixon, J.,
to establish the rule of damages, that if the patentee
holds a close monopoly of the patent, damages are the
infringer’s profits ; if the patentee sells licenses to all,
the license fee is the proper measure of damages, unless
punitive damages are proper.

Is said in Duerk v. Imhaueser, 2 Ban. & A. 454,
1876, South. Dist. N. Y., Johnson, J., to be quoted
from as to the measure of damages in Goodyear Dental
Vulcanite Co. v. Van Antwerp. In Buerk v. Imhaueser
there is also a quotation from Seymour v. Mc Cormick,
to the effect that actual damages must be proved, and
are not to be inferred.

The rule as to the measure of damages is again
quoted in Vaughan v. Central Pacific B. R. Co.,
J Ban. & A, 31, 1877, Dist. Cal., Sawyer, J.
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Is stated briefly, and the opinion of Mr. Justice Grier
quoted at some length, in Koot v. Railway Co., 105 U. S.
195, 1881, Supr. Court, Matthews, J. Seymour v. Mc-
Cormick decides that in an action at law for an infringe-
ment of a patent no rule can be laid down for the
measure of damages In every case; but the plaintiff
must prove his actual damages, or he will have only
nominal damages. |

Is cited in Graham v. Geneva, &c. Manuf. Co., 24
F. R. 643, 1881, East. Dist. Wis., Dyer, J., on the
question of the measure of damages.

The rule in this case, that in suits at law for infringe-
ment of patents, when the sale of licenses by the pa-
tentee has been sufficient to establish a price for such
licenses, the price should be taken as the measure of
damages against the infringer, is said in Westcott v. Rude,
19 F. R. 833, 1884, Dist. Ind., Woods, J., to be
reaffirmed in Packet Co. v. Sickles, 19 Wall. 611,

Seymour 2. Osborne, 11 Wall. 916, 1870, Supr. Court,

Clifford, J.
Is cited in Goodyear Dental Vulcanite Co. v. Smith,

1 Ban. & A. 205, 1874, Dist. Mass., Shepley, J., and
said to be an exhaustive and authoritative exposition
of the principle that when the commissioner of patents
accepts a surrender of an original patent and grants
a new patent, his decision as to the validity of the
patent is final and conclusive in a suit for infringe-
ment, unless it is apparent upon the face of the patent
that he has exceeded his authority, and that there is such
a repugnancy between the old and new patent that
it must be held as a matter of legal construction that
the new patent is not for the same invention as is secured
by the original patent.

~ Decides, inter alia, that all matters of fact involved
in the hearing of an application to reissue a patent and
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in granting it, are conclusively settled by the decision
of the commissioner granting the application, but that
matters of construction arising upon the face of the
instrument, e. g., whether the reissue is for the same
invention as the original patent, are still open. In
Leckendorfer v. Laber, 92 U. S. 354, 1875, Supr.
Court, Hunt, J., it is said that the remarks in Sey-
mour v. Usborne are chiefly upon the subject of reissues,
and are consistent with the principles of Reckendorfer
v, Iraber, which are, that the question of utility in an
original grant of a patent is not conclusively settled by
the commissioner’s decision, but is open in a suit on
this patent.

Is construed by Sawyer, J., in Atlantic Giant Powder
Co.v. California Powder Works, 2 Ban. & A. 150, 1875,
Dist. Cal., Sawyer, J., as laying down the rule that on
an application for a reissue of a patent, the commis-
sioner, in looking for the invention intended to be pa-
tented, ard for which & reissue may be granted, has no
authority tolook beyond the patent as originally granted,
with the specification and drawings annexed, and the
models, except in cases specified in 16 Statutes at L.
206, act 1870, § 53, last clause.

In Reissner v. Anness, 3 Ban. & A. 178, 1877, Dist.
N.J., Nixon, J., says that the Supreme Court, in con-
sidering the differences between the reissue and the
original patent which would make the former invalid,
says that the patentee under an application for a reissue
cannot make material additions to the invention which
were not deéscribed, suggested, nor substantially indi-
cated in the original specifications, drawings, or patent-
office model.

Is referred to in Powder Co.v. Powder Works, 98
U. 8. 159, 1878, Supr. Court, Bradley, J., as deciding
that a reissue, to be valid, must be for the same invention
as the original patent.
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The opinion of Mr. Justice Clifford in this caze is
quoted at some length in Gottfried v. Phillip Dest
Brewing Co., 5 Ban. & A. 80, 1879, East. Dist. Wis.,
Dyer, J., upon the question what sort of prior invention
18 necessary to deprive a subsequent inventor on the
same device to his right to a patent.

Is said in Horman Patent Manuf. Co. v. Brooklyn
City Railroad Co., 4 Ban. & A. 87, 1879, East. Dist.
N. Y., Benedict, J., simply to decide that when a bill
sets forth several patents, all pertaining to the same
subject, and all required to constitute a complete ma-
chine, and all embodied in the machine which the com-
plainants furnish, the bill will be upheld.

Is cited in Ball v. Langles, 102 U. S. 130, 1880,
Supr. Court, Strong, J., to the point-that a reissue for
anything broader than the invention deseribed in the
original specifications or drawings, and models, or em-
bracing new invention, is void.

The powers of the commissioner of patents in regard
to a reissue are briefly set forth in this case, and it is
cited upon that point in Wilson v. Coon, 6 F. R. 618,
1880, South. Dist. N. Y., Blatchford, J.

It is said in Strobridge v. Lindsay, 5 Ban. & A.
414, 1880, West. Dist. Penn., Acheson, J., that this
case authoritatively -declares ufility to exist within the
meaning of the patent law ¢ if the combination is new,
and the machine capable of being beneficially used for
the purpose for which it was designed.”

Lays down the rule as to the question of identity be-
tween the invention described in a patent and in a
reissue. Heald v. Rice, 104 U. S. 749, 1881, Supr.
Court, Matthews, J.

This case is said, in Rowell v. Lindsay, 6 F. R. 296,
1881, East. Dist. Wis., Dyer, J., to settle the rule of
law that a patentee may invoke the doctrine of equiva-
lents on the question of infringement in a case of a
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combination patent. The language of the comrf upon
this point is quoted at length. '

In Kells v. McKenzie, 9 . R. 286, 1881, East. Dist.
Mich., Brown, J., it is said that the tendency of later
cases in the Supreme Court has been to hold a patentee
to a much more rigid rule regarding reissues than is
indicated in the former case. Seymour v. Osborne is
also said in Kells v. McKenzie to have been generally
accepted by patentees as authority for the proposi-
tion that a patent may be reissued so as to cover every-
thing suggested in the drawings of the original patent,
although the claims and introductory statement of the
invention may have had reference to another portion of
the machine.

Quoted in Downton v. Yeager Milling Co., 108
U.S. 471, 1882, Supr. Court, Woods, J., to the point
that a foreign published description of an invention to
invalidate a United States patent must be in such full,
clear, and exact terms that a person skilled in the art
would be able to make use of it as if it was described in
8 prior patent.

The opinion of the court in this case as to the power
of the commissioner of patents to allow whatever 1s
suggested or indicated in the specification or drawing of
the patent, and which properly belongs to the invention,
to be included in the reissue, Is quoted in approval in
Combined Patents Can Co. v. Lloyd, 11 F. R. 150,
1882, East. Dist. Penn., Butler, J.

Is cited in Nellis v. Pennock Maruf. Co., 13 F. R.
452, 1882, East. Dist. Penn.,, McKennan, J., to the
effect that-where all the patents sued have reference
to the same general subject, and are all embodied in
machines manufactured by the defendant, a demurrer
for multifariousness will not lie to the bill.

Is said in Hendy v. Golden State, d&c. Works, 17
F. R. 516, 1883, Dist. Cal., Sawyer, J., to recognize the
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right to amend, in a reissue, the specifications of the

original patent, by the model as well as by the drawings
of the original patent.

Is said in Ha .cock Inspirator Co. v.Jenks,21 F. R.
914, 1884, East. Dist. Mich., Brown, J., to decide that
the recital in a patent that the necessary oaths were
taken by the applicant, is conclusive evidence that the
necessary oaths were taken.

Is quoted from, in New Process Fermentation Co. v.
Koch, 21 F. R. 586, 1884, East. Dist. Mich., Brown, J.,
to the effect that to anticipate a subsequent United
States patent, a foreign publication must describe the
invention clearly, so that any person skilled in the art or
science might construct it as they would be able to from
the information of a prior patent.

The opinion of Clifford, J., is quoted in Flower v.
Detroit, 22 F. R. 294, 1884, East. Dist. Mich., Brown,
J., to the effect that a reissue by the commissioner is
not re-examinabie in a suit for infringement, unless
it is apparent upon the face of the patent that the
original patent and the rcissue cannot be for the same
invention.

The opinion of Mr. Justice Clifford in this case is
quoted to the same effect as in New Process Fermenta-
tion Co. v. Koch, supra, in Eaines v. Andrews, 122
U. S. 66, 1886, Supr. Court, Matthews, J.

Sharp v. Reissner, 20 O. G. 1161, 1881, South. Dist.
N. Y., Blatchford, J.

Is so limited in Hubbell v. De Land, 14 F. R. 474,
1882, East, Dist. Wis., Dyer, J., as not to decide that a
defendant in a suit in equity cannot file a special plea,
but only that the special plea filed in that case (Sharp
v. Reigsner) stated matters not proper for a plea.

Shaw v. Cooper, 7 Pet. 310, 1833, Supr. Court, McLean, J.
Is said in Battin v. Taggert, 17 How. 83, 1854,
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Supr. Court, McLean, J., to have sanctioned the princi-
ple expressed in Grant v. Raymond, ¢ Pet. 218 ; that
is, that the patent officc had the power to issue a re-
issued and corrected patent before any legislation was
had upon this subject.

Is cited in Planing Machine Co. v. Keith, 101 U. S.
484, 1879, Supr. Court, Strong, J., as to abandonment
or dedication to the public by an inventor.

Is quoted from at length in Driven Well Cases, 16
r. R. 389, 1883, South. Dist. Iowa, Shiras, J., as to
acquiescence in public use constituting an abandonment
of a patent.

Is distinguished in Davis v. Fredericks, 19 F. R. 99,
1884, South. Dist. N. Y., Wheeler, J., from the latter
case, a8 being a case which arose under the act of 1800,
which provided that every patent which should be ob-
tained pursuant to that act for any invention, art, or
discovery, which it should afterwards appear had been
known or used previous to the application, should be
utterly void. Shaw v. Cooper is therefore not now
authority upon that point.

Shaw Relief Valve Co. v. New Bedford, 19 F. R. 753,
1884, Dist. Mass., Lowell, J.

Is stated in Bradley v. Dull, 19 F. R. 913, 1884,
West. Dist. Penn., Acheson, J., to have decided that
the insertion of the word *¢ heirs ” in a patent does not
secure to the heirs the benefit of the invention of the
deceased patentee, in case of intestacy, to the exclusion
of the administrator.

Bhepard v. Carrigan, 116 U. S. 598, 1885, Supr. Court,
Woods, J.
Is said in Boland v. Thompson, 26 F. R. 635, 1886,
South. Dist. N. Y., Coxe, J., to be authority for the
proposition that when a claim has been examined and

reJected- by the commissioner, the rejection acquiesced
13
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in by the patentee or his solicitor, and the patent re-
issued without the claim, there is no inadvertence, ac-
cident, or mistake which will entitle the patentee toa -
reissue,

Sickels v. Borden, 3 Blatchf. C. C. 535, 1856, South, Dist.
N. Y., Nelson, J.

Is said in Goodyear Dental Vulcanite Co. v. Van
Antwerp, 2 Ban. & A. 255, 1876, Dist. N. J., Nixon, J.,
to adopt the rule of damages laid down in Seymour v.
McCormick, 16 How. 490 (q. v.).

To constitute an infringement, it 18 not only necessary
that the arrangement which is said to infringe should
perform the same function or produce the same effect,
but, as Mr. Justice Nelson says in the above case, it
must do it in substantially the same way. Werner v.

King, 96 U. S. 230, 1877, Supr. Court, Miller, J.

Bickles v. Evans, 2 Cliff. 221, 1863, Dist. Mass., Clifford, J.
Is cited in Stevens v. Pritchard, 2 Ban. & A. 393,
1876, Dist. Mass., Clifford, J., as deciding that when
the court, on inspection of a patent and the reissue, de-
cides that the thing patented is not the same invention,
the reissue is invalid. H

Bickles v. Gloucester BManuf. Co, 1 Fisher, 224, 1856,
Dist. N. J., Grier, J.

The opinion of Mr. Justice Grier, to the effect that a
federal court will take jurisdiction in equity, under the
statute of 1870, of a patent case where no injunction
can he decreed, if the subject-matter cannot be as well
investigated at law, is cited in Smith v. Baler, 1 Ban.
& A, 119, 1874, East. Dist. Penn., McKennan, J.
This case was decided before Root v. Railway Co.
(q. v.), and is of course controlled by that decision.

The opinton of Mr. Justice Grier is quoted from, to
the point that the courts of the United States have juris-
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diction over patent cases by statute, and not as ancil-
lary to a court of law, and therefore do not always
require a verdict at law before granting a final injunc-
tion, or grant an issue for a jury whenever that is
claimed. Coclirane v. Deecner, 94 U. S. 783, 1876,
Supr. Court, Bradley, J.

Follows the rule laid down in Nevins v. Jolhnson, 3
Blatehf. C. C. 80, that the federal court has jurisdiction
in equity of a patent suit irrespective of the right of a
patentee to an injunction, and is cited to this effect in
Gordon v. Anthony, 4 Blatchf, 258, 1879, South. Dist.
N. Y., Blatehford, J. See Root v. Railway Co.

Is cited in Vaughan v. Eust Tenncssee, &¢c. R. R.
Co., 2 Ban. & A. 540, 1879, Itast. Dist. Tenn., Brown,
J., as deciding that the federal courts have jurisdiction
of a patent case where discovery to aid an account is

prayed for, although no injunction can be given. Sec
now Leoot v. Railway Co.

8ickles ». Mitchell, 3 Blatchf. C. C. 548, 1857, South.
Dist. N. Y., Ingersoll, J.

Is cited in Hodge v. Hudson River Ry. Co., 6

Blatehf. C. C. 171, 1868, South. Dist. N. Y., Blatch-

ford, J., upon the question when an injunction shall be
ordered.

8ilsby v. Foote, 20 How. 378, 387, 1857, Supr. Court,
Nelson, J.

A charge for interest on profits in a master’s decree
is not ordinarily allowable. The decree of the circuit
court allowing it was reversed in thé Supreme Court.
Cited to this effect in Brady v. Atlantic Works, 38
Ban. & A. 579, 1878, Dist. Mass., Clifford, J.

Is cited in Steam Stone Cutter Co. v. Windsor Manuf.
Co., 4 Ban. & A. 453, 1879, Dist. Vt., Wheeler, J., as
a case in which the interest upon the profits of an in-
fringement was disallowed.

r
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Is said in Barker v. Stowe, 11 F. R. 308, 1882, North.
Dist. N. Y., Blatchford, J., to decide that the pronoun-
cing of a decision by the circuit court, and its entry in
the minutes where the judgment or decree is a simple
one, ¢ such as an affirmance or reversal, and the like,”
constitutes a decree from which an appeal may be taken
to the Supreme Court.

Singer Sewing Machine Co. v. Union Buttonhole Cgq, 1
Holmes, 253, 1873, Dist. Mass., Lowell, J.

Is said in Galley v. Colt, &ic. Manuf. Co., 30 F. R.
121, 1887, Dist. Conn., Shipman, J., to discuss in a
very able manner the question whether a court of equity
has jurisdiction to grant an injunction to restrain acts
which are being done in violation of a contract in regard
to personal property where the nature of the contract is
such that specific performance cannot be enforced.

Slawson . Grandstreet R. R. Co 107 U. S. 649, 1883,
Supr. Court, Woods, J.

Is cited in Bradley, &c. Manuf. Co. v. Charles
Parker Co., 17 F. R. 241, 1883, Dist. Conn., Shipman,
J., as being one ot the late decisions of the Supreme
Court holding that the question of patentability is one
to be examined with increased care.

Is said, in Nicodemus v. Frazier, 19 F. R. 262, 1884,
Dist. Md., Morris, J., to rule that if upon the face of
the bill the invention is clearly unpatentable, the Su-
preme Court may, of its own motion, dismiss the bill
on that ground, without looking into the answer.

Is said in Leonard v. Lovell, 29 F. R. 814, 1886,
West. Dist. Mich., Severens, J., to be a valuable case
on the question of the scope and purpose of the patent
statutes.

Smith v». Baker, 5 O. G. 496, 1874, East. Dist. Penn.,
McKennan, J.
Follows the rule laid down in Nevins v. Jokuson, 3
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Blatchf. C. C. 80, that the federal court has jurisdic-
tion of a patent suit in equity irrespective of the rights
of a patentee to  an injunction, and is cited to that
effect in Gordon v. Anthony, 4 Ban. & A. 258, 1879,
South. Dist. N. Y., Blatchford, J. See now Lloot v.
Railway Co.

Smith v. Downing, 1 Fisher, 69, 1850, Dist. Mass., Wood-
bury, J.

In Trader v. Messmore, 1 Ban, & A. 640, 1875, South.
Dist. Ohio, Swing, J., the langnage of Woodbury, J.,
in Smith v. Downing, is quoted to the effect that the
court should not put a broader construction on the lan-
guage of a patentee in his 'specification, claims, &c.,
than the whole subject-matter and description and na-
ture of the case serve to indicate as designed ; the con-
struction should be natural, and not forced.

Smith v. Ely, 5§ McLean, 76, 1849, Dist. Ohio, McLean, J.
Is said in Canan v. Pound Munuf. Co., 23 F. R.
186, 1885, North. Dist. N. Y., Wallace, J., to have held
that the patent of Morse for the electric telegraph was
void under § 6 of the patent act of 1839, because, al-
though it had been first patented in I'rance, the United
States letters-patent did not upon their face limit the
term of the grant to fourteen years from the date or
publication of the foreign patent; but this conclusion
was overruled in O’ fLeeilly v. Morse, 15 How. 62 ; and it
was held that the only effect of the French patent was
to limit the monopoly to fourteen years from the date of
that patent.

Smith v. Goodyear Dental Vulcanite Co, 93 U. S. 486,
1876, Supr. Court, Strong, J.

Is distingnished on the facts in United States Rifle,

&c. Co. v. Whitney Arms Co., 2 Ban. & A. 499, 1876,
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Dist. Conn., Shipman, J., from the latter case, as to
the effect of a venewed application after a rejection.

Is adopted as settling how much importance the gen-
cral use of an invention should have as a test of its
patentability, in Lppinger v. Richey, 3 Ban. & A. 74,
1877, South. Dist. N. Y., Shipman, J.

Listablished the validity of the Goodyear patent and its
construction ; that 1s, a product or manufacture made in
8 defined manner, not the product alone separated from
its process, which is as much a part of the invention as
the material of which the product is made. Goodyear
Dental Vulcanite Co. v. Davis, 3 Ban. & A. 116, 1877,
Dist. Mass., Shepley, J.

In view of this decision the court, in Comstock v.
Sandusky Seat Co.,8 Ban. & A. 190, 1878, North. Dist.
Ohio, Welker, J., overruled the defence of non-patent-
ability, which was set up in the answer, leaving the
question to the Supreme Court on appeal.

Is cited and distinguished in Planing Machine Co.
v. Keith, 101 1. S. 488, 1879, Supr. Court, Strong, J.,
as to loss of rights to an invention by negligence in
presenting them.

Is cited in United States Stamping Co. v. King, 4
Ban. & A. 477, 1879, South. Dist. N. Y., Blatchford, J.,
as laying down the principles which govern the latter
case.

This case is said, in American Diamond Rock DBor-
tng Co. v. Skeldon, 4 Ban. & A. 605, 1879, Dist. Vt.,
Wheeler, J., to ccnsider the guestion settled that an
invention is not patented abroad until there is a full
and perfected patent.

Is referred to in United States Stamping Co. v. King,
7 E. R. 868, 1879, South. Dist. N. Y., Blatchford, d.,
as governing the decision in the latter case.

Is cited in Goodyear Dental Vulcanite Co. v. Davis,
102 U. S. 224, 1880, Supr. Court, Strong, J., as decid-
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ing that the Goodyear patent is for a product made in
a definite manner, and not for the product alone, sepa-
rate from the process by which 1t is created. Both
product and process are necessary clements of the in-
vention, and both must be infringed to constitute an
infringement of his patent.

Is cited in Graham v. McCormick, b Ban. & A. 248,
1880, North. Dist. Ill., Drummond, J.; s. ¢. 11 F. R.
862, as deciding that renewed application in 1864 ought
to be regarded as one stage in a continuous effort to
obtain 2 patent applied for originally in 1855, and then
rejected.

Opinion of Mr. Justice Strong : ¢ Undoubtedly the re-
sult or consequences of a process or manufacture may
in some cases be regarded as of importance when the
inquiry is whether the process or manufacture exhibits
invention, thought, or ingenuity.” Quoted in Washburn
d&ec. Co. v. Hutsh, 4 F. R. 907, 1880, North. Dist. Ill.,
Drummond, J.

The decision in this case is said, in Kells v. Me-
Kenzie, 9 F. R. 201, 1881, East. Dist. Mich., Brown,
J., not to be easily reconcilable with the decision in
Leggett v. Avery, 101 U. S. 256 ; and the former is pre-
ferred to the latter upon the question whether a reissue,
including a rejected claim of the original application,
is valid.

Is cited in Coburn v. Schroeder, 11 F. R. 425, 1882,
South. Dist. N. Y., Wheeler, J.

The difference between this case and King v. Gallun,
109 U. S. 102, 1883, Supr. Court, Woods, J., is said in
the latter case to be that in Smith v. Goodyear Denial
Vulcanite Co. the invention was the product of a new
process applied to old elements ; but in King v. Gallur
it is an old process applied to old materials.

‘¢ If such a substitution involves a new mode of con-
struction, or develops new uses and properties of the
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article formed, it may amount to invention.” Quoted
in Cclluloid Manuf. Co. v. Tower, 26 F. R. 454, 1885,
Dist. Mass., Carpenter, J.

Smith v. Nichols, 21 Wall. 112, 1874, Supr. Court,
Swayne, J.

Decides that the mere carrying forward or new or
more extended application of the original thought, a
change only in form, proportions, or degree, doing sub-
stantially the same thing in the same way by substan-
tially the same means with better results, is not such
an invention as will sustain a patent. In Roberts v.
Ryer, 91 U. S. 159, 1875, Supr. Court, Waite, C. J.,
this rule is quoted and followed.

Decides as to the patentability of an invention. Cited
in Keckendorfer v. Faber, 92 U. S. 854, 1875, Supr.
Court, Hunt, J., to show that the question of the pa-
tentability of an invention is open to the court, and not
conclusively decided by the commissioner of patents.

In Putnam v. Yerrington, 2 Ban. & A. 240, 1876,
Dist. N. J., Nixon, J., Smnuzth v. Nichols is approved
and quoted from to the point that a mere extending
of the original invention to new.applications, or substi-
tuting equivalent devices for some of its parts, is not
invention,

‘¢ The mere corrying forward or new or extended
application of the original thought, a change only in
form, proportions, or degree, a substitution of equiva-
lents, doing the same thing in the same way by sub-
stantially the same means with better results, is not
such an invention as will sustain a patent.”” Quoted
in Gotifried v. Phillip Dest Brewing Co., 5 Ban. & A.
33, 1879, East. Dist. Wis., Dyer, J.

The language of Judge Lowell in the circuit court,
that the application of known means in a known way
to produce a known result is not invention, and the
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language of the Supreme Court on appeal to the same
point, are quoted in Boykin v. Baker, 9 I'. R, 704, 1881,
Dist. Md., Morris, J.

Is quoted in Phillips v. Detrott, 111 U. S. 607,
1883, Supr. Court, Woods, J., to the same eflcct.

Is quoted from in Stephenson v. Brookiyn Crosstown
R.R. Co.,114 U. S. 154, 1884, Supr. Court, Woods, J.,
fo the same efiect.

Is said in NViles Tool Works v. Betts Machine Co.,
27 F. R, 304, 1886, Dist. Del., Wales, J., to have held
a patent for the manufacture of a textile fabric void be-
cause the fabric was superior in degree only, and not
differing in kind from fabrics made and known before.
The language of Clifford, J., in Smith v. Nichols, upon
the question of what constitutes a patentable invention,
is quoted at some length in the latter case.

Is cited in New York DBelting & Packing Co. v.
Ma Gowan, 27 F. R. 362, 1886, Dist. N. J., Nixon, J.,
to the effect that mechanical skill malking a modification
of an old idea is not patentable unless some new and
useful result is secured.

Smith ». Sands, 24 F. R. 470, 1885, West. Dist. Mich.,
Withey, J. |
Is cited in Bragg v. Stocktorn, 27 F. R. 509, 1886,
Dist. Cal., Sawyer, J., as rendering 1t doubtful whether
a bill in equity can be sustained when it does not appear
that the defendant has ever made and sold any machine
embracing the patented invention, or intends to do so,
but has only used three or four machines which other
parties made for him, there being no evidence of an in-
tention to use any other machines than those which he
now has.

Spaulding v. Page, 4 Fisher, 641, 1871, Dist. Cal,
Sawyer, J.
Is said in Goodyear Dental Vulcanite Co. v. Van
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Antwerp, 2 Ban. & A. 255, 1876, Dist. N. J., Nixon, J.,
to adopt the rule of damages laid down in Seymour v.
Mc Cormack, 16 How. 490.

Is cited in Bragg v. Stockton, 27 F. R. 509, 1886,
Dist. Cal., Sawyer, J., to the effect that the complainant
may waive a license fee and adopt as his remedy an in-
junction against further or continued use of his patent,
and thus maintain a suit in equity, but cannot then claim
a royalty, for by so doing the person paying the royalty
would be entitled to use the machine till it was worn out.

Spill v. Celluloid Manuf. Co., 21 F. R. 631, 1884, South.

Dist. N. Y., Blatchforq, J.

Is cited in Goodyear v. Hartford Spring Axle Co.,
23 F. R. 39, 1885, Dist. Conn., Shipman, J. See Penn-
sylvania K. B. Co. v. Locomotive ILingine Safety
Truck Co.

On the point of laches, is cited in Hoe v. Kaller, 25
F. R. 281, 1885, South. Dist. N, Y., Blatchford, J.

Stanley Works v. Sargent, 8 Blatchf. C. C. 344, 1871,
Dist. Conn., Shipman, J. .

Is quoted from in Monce v. Adams, 1 Ban. & A.
134, 1874, Dist. Conn., Shipman, J., to the effect that
utility is not an infallible test of originality; there
must also be original inventive skill, but the effect of
a change is one test of the character of the change.

¢¢ Utility is not an infallible test of originality. The
patent law requires a thing to be new as well as useful
in order to entitle it to the protection of the statute.
To be new in the sense of the act, it must be the pro-
duct of original thought or inventive skill, and not a
mere formal or mechanical change of what was old;
though the effect of a change is often a consideration in
determining the character of the change itseif.” Quoted
in Washburn, &c. Manuf. Co. v. Haish, 4 F. R. 908,
1880, North. Dist. Ill., Drummond, J.
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Star 8alt Caster Co. v. Crossman, 3 Ban. & A. 281, 1878,
Dist. Mass., Clifford, J.

Is cited in Hammond v. Hunt, 4 Ban. & A. 114,
1879, Dist. Mass., Lowell, J., as overruling the case of
il v. Whihitcomb, 1 Holmes, 317, so far as that case
decides that a bill in equity, ina federal court, between
citizens of the same State, brought by an exclusive
licensee against a patentce and others jointly tres-
passing with him knowing of the license, cannot be
sustained as a patent suit.

Steam Stone Cutter Co. v. Sheldon, 10 Blatchf, C. C. 1,
1872, Dist. Vt.,” Wheeler, J.
This case is briefly stated in Steam Stone Cutter Co.
v. Shortsleeves, 4 Ban. & A. 365, 1879, Dist. Vi,
Wheeler, J., as deciding that a2 grant of ¢¢ a right to use ”
patented machines for a specific purpose gives a right to
make machines for the use specified, and also the right
to procure them made by others, and protects those who
30 make them.

Stearnes ». Page, 1 Story, C. C. 204, 1886, Dist. Maine,
Story, J.

Itis said in Hayes v. Dayton, 8 F. R. 706, 1880, South.
Dist. N. Y., Blatchford, J., that Rule 37 in equity, pro-
viding that no demurrer or plea shall be held bad and
overruled because the answer of the defendant may
extend to some part of the same matter as may be cov-
ered by such demurrer or plea, was made on account of
the decision in Stearnes v. Page, that where a plea states
a ground why the defendant should not go inte a full
defence, and yet the defendant puts in a full defence in
his answer, the answer overrules the plea.

Stephenson ». Brooklyn Crosstown R. R. Co., 14 F. R.
407, 1881, East. Dist. N. Y., Benedict, J.

‘“ To authorize a patent, the law requires the invention

of a new thing. It is not satisfied by inventing a new
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place for an old thing without change of result.” Quoted
in Clark Pomace Holder Co. v. Ierguson, 17 F. R.
82, 1883, North. Dist. N. Y., Coxe, J.

Stephenson v. Brooklyn Crosstown R. R. Co., 114 U. S.
149, 1884, Woods, J.
¢“ A combination 1s patentable only when the sev-
eral clements of which 1t 1s composed produce by their
joint action & new and useful result, or an old result
in 4 cheaper or otherwise more advantageous way.”
Quoted in Railway LRegister Manuf. Co. v. North
Hudson C. R. Co., 24 F. R. 795, 1885, Dist. N. J.,
Nixon, J.

Stevens ». Gladding, 17 How. 455, 1854, Supr. Court,
Curtis, J.

The decision in this case is followed in the case of
Draper v. Hudson, 1 Holmes, 208. In Gordon v. An-
thony, 4 Ban. & A. 259, 1879, South. Dist. N. Y., Blatch-
ford, J., the case of Stevens v. Gladding is distinguished
from the case of Draper v. Hudson, the former being a
case where the complainant was entitled to an injunc-
tion, and the point considered was whether the com-
nlainant could have a decree for an account when he
had not prayed for it. In the latter case the bill prayed
for an injunction and an account, and the court held that
as the right of an injunction had failed, the right of an
account as incident to an injunction failed also. Draper
v. Hudsonr is said to have been decided upon a mistaken
construction of the decision in Stevens v. Gladding. See
now Root v. Bailway Co.

The doctrine of Mr. Justice Curtis to the effect
that there is much difficulty in holding that a patent
richt may be seized or sold on execution, is quoted 1n
Ager v. Murray, 105 U. S. 130, 1681, Supr. Court,
Gray, J.
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Stevens v. Pritchard, 4 Cliff, 417, 1876, Dist. Mass., Clif-
ford, JJ. |
The opinion of Mr. Justice Clifford is said, in Herring
v. Velson, 8 Ban. & A. 63, 1877, North. Dist. N. Y.,
Johnson, J., to state the doctrine with great clearncss
and precision, as to the validity of a reissue. * Reis-
sued patents are presumed to be for the same invention
as the original, unless the contrary appears. Matters of
fact are not open under such an issue in a suit for in-
fringement. The conclusion in such a case must always
be in favor of the validity of the reissued patent, unless
it appears upon a comparison of the two instruments
that the reissue, as & matter of legal construction, is not
for the same invention as the original.”

Stimpson v. Woodman, 10 Wall. 117, 1869, Supr. Court,
Nelson, J.

Decides that engraving or stamping of the figure upon
the surface of a roller for pebbling leather by pressure,
where the use previously had been of a smooth roller,
was a change involving mere mechanical skill, and not
patentable. This case is cited in Leckendorfer v.
Lraber, 92 U. S. 3563, 1875, Supr. Court, Huint, J., to
show that the question of patentability is not conclu-
sively decided by the commissioner of patents.

Stimpson v. West Chester R. R. Co.,, 4 How. 380, 1845,
Supr. Court, McLean, J.

Is said in Battin v. Taggert, 17 How. 84, 1854, Supr.
Court, McLean, J., to have held that where a defective
patent has been surrendered and 2 new one taken out,
aind the patentee brings an action for a violation of his
patent right, laying the infringement at a date subse-
quent to that of the reissued patent, proof of the use
of the thing patented during the interval between the
original and renewed patents will not defeat the action.

1s cited in Zhomas v. Shoe Machine Co.,3 Ban. & A.



206 PATENT CASES CRITICISED.

559, 1878, Dist. Mass., Clifford, J., as the turning case
in the construction of reissues, the rule now being that
the granting a reissued patent closes all inquiry as to
inadvertence, aceident, or mistake.

Stow v. Chicago, 104 U. S. 547, 1881, Supr. Court,
Wouds, J.

Is said in Heald v. Rice, 104 U. S. 755, 1881, Supr.
Court, Matthews, J., to apply the principle that a wrere
substitution of one material for another in the construc-
tion of a machine is not patentable.

Strobridge v. Lindsay, 2 F. R. 692, 1880, West. Dist.

Penn., Acheson, J.
Decides the validity of the same reissue which was the
subject of an adjudication in Strobridge v. Landers, 11

F. R. 885, 1881, Dist. Conn., Blatchford, J.

Strong v. Noble, 3 Fisher, 589. 1869, South. Dist. N. Y.,
Blatchford, J. |
‘“ There is scarcely a patent granted that does not in-
volve the application of an old thing to a new use, and
that does not in one sense fail to involve anything more.
The merit consists in being the first to make the applica-
tion, and first to show how it can be made, and first to
show that there is utility in making it.” Quoted in
Gottfried v. Phillip Best Brewing Co., 5 Ban. & A.
33, 1879, East. Dist. Wis., Dyer, J.

Buffolk Manuf. Co. v. Hayden, 3 Wall. 315, 1869, Supr.
Couart, Nelson, J.

Is stated in McMillin v. Ioees, 5 Ban. & A. 274, 1880,
‘West. Dist. Penn., McKennan, J.. to have sustained a
patent for an invention which was described but not
claimed in a previous patent, upon the ground that the
invention, although described, was not covered by the
first patent; and that this omission to include it did
not operate as an abandonment of the improvement to
the public.
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¢« Tn cases where there is no established patent or
license fee, or even an approximation to it, general evi-
dence must be necessarily resorted to,” to fix the amount
of damages. Quoted in Root v. Ruilway Co., 105 U. S.
198, 1881, Supr. Court, Matthews, J.

Sullivan v. Redfield, 1 Paine, 441, 1825, Dist. N. Y.,
Thompson, J.

The opinion of Mr. Justice Thompson as to the na-
ture of the equity jurisdiction eonferred upon the federal
court in equity in patent cases by the statute of I'eb. 5,
1819, c. 19, is quoted from in Loot v. LRailway Co..
105 U. S. 192, 1881, Supr. Court, Matthews,d. Judge
Thompson holds that the statute merely gives citizens of
the same State a right to avail themsclves in the federal
court of the equitable remedy which citizens of different
States had in that court before the statute.

Swain Turbine &c. Manuf. Co. v. Ladd, 102 U. S. 408,
1880, Supr. Court, Bradley, J.

The remarks of Mr. Justice Bradley in this case upon
the expanded claim sought after by reissues are applied
in McMurry v. Mallory, 5 F. R. 599, 1880, Dist. Md.,
Morris, J.

Is said in Washburn, d&c. Manuf. Co. v. Haish, 7
F. R. 913, 1881, North. Dist. Ill., Drammond, J., to
emphasize the principle frequently deccided by the court,
that a reissue must be for the same invention as was
shown in the original patent, but not to lay down any
new rule.

Is said in Meyer v. Mazheimer, 9 F. R. 100, 1881,
South. Dist. N. Y., Wheeler, J., to decide that the statute
concerning reissues was never intended to allow a patent
to be enlarged except in a clear case of mistake, and that
there was no safe or just rule but that which confines a
reissue to the same invention which was described or
indicated in the original.
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The opinion of Mr. Justice Bradley on the evils of
expanding claims in reissued patents is quoted in
approbation in Iclls v. Mclienzie, 9 F. R. 288, 1881,
East. Dist. Mich., Brown, J.

It is said in lammond v. Franklin, 22 ¥. R. 836,
1885, South. Dist. N. Y., Wheeler, J., that evidence
was offered in the former case to show that the inven-
tion upon which a patent was afterwards obtained was
the samne as that described in the reissue, although dif-
ferent from that described in the original patent; but
the evidence was rejected.

T.

Tarr v. Folsom, 1 IHolmes, 312, 1874, Dist. Mass.,
Shepley, J.
Is followed in Wonson v. Peterson, 3 Ban. & A. 250,
1878, Dist. Mass., Shepley, J.

Teese v. Huntingdon, 23 low. 2, 1859, Supr. Court,
Clifford, J.

Is quoted from in Roemer v. Simon, 95 U. S. 219,
18757, Supr. Court, Clifford, J., on the question of the
notice required to be given by defendant who intends
to set up the defence of prior use.

Thomas v. S8hoe Machine Co, 16 O. G. 541, 1878, Dist.
Mass., Clifford, J.

The rule laid down by Mr. Justice Clifford in this
case, to the effect that the decision of the coinmissioner
of patents granting a reissue is final and decisive in a
suit for infringement, as to the validity of the reissue,
unless it is apparent upon comparison of the original
patent and the reissue that they are not for the same
invention, is quoted at length in American Diamond
Rock Boring Co. v. Sheldon, 4 Ban. & A. 555, 1879,
Dist. Vt., Whecler, J.
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Thompson v. Boisselier, 114 U. S. 1, 11, 1884, Supr. Court,
Blatchford, J.

Is cited and quoted from in Gardner v. Ilerz, 118
U. S. 191, 1885, Supr. Court, Blatchford, J., to the
cffeet that a machine, to be patentable, must contain an
invention or discovery.

Is quoted in Culkins v. Oshlosh Co., 27 F. R. 298,
1886, ISast. Dist. Wis, Dyer, J., to the effect that a
device, to be patentable, must not only be new and use-
ful, but it must, under the counstitution and statute,
amount to an invention or discovery.

Is said in Consolidated Fruit Jar Co. v. Belluire
Stamping Co., 28 . R. 94, 1886, South. Dist. Obio,
Sage, J., to decide that a machine, in order to be patent-
able, must not only be new and useful, but it must,
under the constitution and the statute, amount to an
invention or discovery.

The principle of decision of this case as to the non-
patentability of combinations of old elements is followed
in ZThatcher Heating Co. v. Lurtis, 121 U. S. 295,
1886, Supr. Court, Matthews, J.

Tilghman v. Mitchell, 4 Fisher, 624, 1871, South. Dist.
N. Y., Blatchford, J.
The court in this case followed the decision in 7ilgh-
man v. Werk, a previous case on the same patent, and
a case substantially the same in a co-ordinate court.
This course of decision was applied and followed in
GQoodyear Dental Vulcanite Co. v. Willis, 1 Ban. & A.
71, 1874, East. Dist. Mich., Emmons, J.

Tilghman v. Proctor, 102 U. S. 707, 1881, Supr. Court,
Bradley, J.
It is said that Mr. Justice Bradley, in this case,
quotes with approval the language of Grier, J., in Corn-
ing v. Burden, 15 How. 252, as to the definition of a

process in the patent-law, So stated in Machay v.
14
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Jackman, 12 F. R. 618, 1882, South. Dist. N. Y.,
Wheeler, J.

The decision in this case is applied in United Nickel
Co. v. Pendleton, 15 F. R. 746, 1883, South. Dist.
N. Y., Blatchford, J. In the former case, Bradley, J.,
distinguished a patent for a process or a produet from
a patent for a principle, and comments on Morse v.
O Reilly, 15 How. 62. ~

Is referred to in New Process Fermentation Co. v.
Maus, 20 F. R. 728, 1884, North. Dist. Ind., Drum-
mond, J., as a case where a patent for a process
was sustained ; and it is quoted to the effect that who-
ever discovers that a certain useful result will be pra-
duced in any art by the use of certain means, is entitled
to a patent for it, provided he specifies the means, and
that 1t 18 very certain that the means need not be a
machine or an apparatus; it may be a process. *‘A
machine 1s a thing; a process is an act or a mode of
acting.”

And this view is affirmed in New Process Fermenta-
tion Co.v. Maus, 122 U. S. 427, 1886, Supr. Court,
Blatchford, J.

Tremolo Patent, 23 Wall. 518, 1874, Supr. Court, Strong, J.

Is cited in Reay v. Berlin, d&c. Lnvelope Co., 30
F. R. 449, 1887, South. Dist. N. Y., Wheeler, J., to
the effect that if the change of statement from an origi-
nal patent to a reissue is only a more correct statement
of the same case, the reissue is valid.

‘. Troy Iron & Nail Factory v. Corning, 14 How. 193, 216,
- 1852, Supr. Court, Wayne, J.

‘¢ A mere license to a party without having ¢his as-
signs,” or equivalent words to them, showing that it was
meant to be assignable, is only a grant of a personal
power to the licensee, and is not transferable by him to
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another.” Quoted in Putnam v. Follender, 6 F. R.
892, 1881, South. Dist. N. Y., Blatchford, J.

Is quoted in Qliver v. Bumford Chemical Works,
109 U. S. 82, 1883, Supr. Court, Blatchford, J., that if
a license does not contain words of assignability, it is
but a personal power, and not assignable.

Tucker v. Spaulding, 13 Wall. 453, 1872, Supr. Court,
Miller, J.

This case is briefly stated and the decision cited in
Yale Lock Manuf. Co. v. Norwich National Bank, 6
F. R. 385, 1881, Dist. Conn., Shipman, J., upon the
point of double use.

Turrell v. Spaeth, 2 Ban. & A. 185, 1875, Dist. N. J.,
Nixon, J.

Is cited in ZLoberts v. Walley, 14 F. R. 168, 1882,
North. Dist, N. Y., Coxe, J., as stating the proper pro-
cedure when the plaintiffs seek to compel the defendants
as witnesses to disclose their contracts with their cus-
tomers in order to prove the infringement by them.

Turrill ¥. Michigan Southern, &c. R. R. Co., 1 Wall. 491,
1863, Supr. Court, Clifford, JJ.

Is explained in the Cawood Patent Cases, 94 U. S.
697, 705, 1876, Supr. Court, Strong, J., as to the con-
struction of the patent and the explanation of the
patented invention.

Tyler v. Tuel, 6 Cranch. 324, 1810, Supr. Court, per
Curiam.

Is referred to in Meyer v. Bailey, 2 Ban. & A. 76,
1875, West. Dist. Penn., McKennan, J., as with Whii-
temore v. Cutter, 1 Gall. 429, settling that only a per-
son who is invested with the entire ownership of a
patent or an undivided part of the whule, is to be
regarded as an assignee.
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U.

Union Paper Bag Machine Co. v. Crane, 1 Holnies, 429,
1874, Dist. Mass., Lowell, J.

This case is considered in ZLockwood v. Cleveland,
6 F. R. 725, 1881, Dist. N. J., Nixon, J., and it is
stated in the latter case that the cowrt in the former
case decreed in favor of the defendants, declaring their
patent to be good and valid, and against the complain-
ants, declaring their patent to be void, thus administering
affirmative relief under § 4918, U. S. R. S., without the
necessity of the detendant filing a cross bill for this
purpose.

The principle stated 1n this case, that the decision of
the commissioner of patents is not final on the question
of priority of invention, cven between those who were
fully heard in the interference, but that his decision
has great weight, is adhered to and approved in
Whipple v. Miner, 15 F. R. 117, 1883, Dist. Mass.,
Lowell, J. |

The language of Lowell, J.,as to § 4918, U.S. R. S.,
is as follows : ¢* It is not ambiguous, but gives the court
of equity a right to decide between interfering patents
without any exception or limitation.” Quoted in Hubel
v. Tucker, 24 F. R. 702, 1885, South. Dist, N. Y.,
Wallace, J.

Union Paper Bag Machine Co. v. Murphy, 97 U. S. 120,
1877, Supr. Court, Clifford, J.

The opinion of Mr. Justice Clifford to the effect that

a similarity of two machines in outward form and

appearance is not at all material in the question of

infringement, but their operation and performance alone

are important, is quoted at length in American Dia-
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mond Rock Boring Co. v. Sheldon, 4 Ban. & A. 557,
1879, Dist. Vt., Wheeler, J.

The opinion of Mr. Justice Clifford, to the effect that
in deciding on a question of infringement the court and
jury are to regard not the names of devices, but what
function they perform, and that devices are different
only when they perform different functions, or in a dif-
ferent way, or produce a substantially different result, is
quoted in Cantrell v. Wallick, 117 U. S. 695, 1885,
Supr. Court, Woods, J.

‘¢ Nor is it safe to give much heed to the fact that
corresponding devices in two machines, organized for
accomplishing the same result, are different in shape
or form, the one from the other, as it is neccessary in
every such investigation to look at the mode of opera-
tion or the way the device works, and at the result, as
well as the means by which the result is obtained.”
Quoted in Shaver v. Skinner Manuf. Co., 30 F. R. 71,
1887, North. Dist. Iowa, Shiras, J.

United Nickel Co. v. Anthes, 1 Holmes, 155, 1872, Dist.
Mass., Shepley, J.

Is said in United Nickel Co. v. Keith, 1 Ban. & A.
44, 1874, Dist. Mass., Shepley, J., to give the history
of the art of electro-plating with nickel before the dis-
coveries of Dr. Adams.

The decision in this case as to the question of novelty
in the invention in electro-plating is approved in United
Neckel Co. v. Harris, 3 Ban. & A. 638, 1878, South.
Dist. N. Y., Blatchford, J.

United Nickel Co. v. Keith, 1 Holmes, 328, 1874, Dist.
Mass., Shepley, J.

The remarks of Shepley, J., in this case as to the
state of the electro-plating art are concarred in by
Blatchford, J., in United Nickel Co. v. Harris, 3 Ban.
& A. 639, 1878, South. Dist. N. Y.
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United NWickel Co. v. Manhattan Brass Manuf. Co., 16
Biatchf. 68, 1879, South. Dist. N. Y., Blatchford, J.
Is cited and distinguished in Horman Patent Manuf.
Co. v. Brooklyn City Railroad Co., 4 Ban. & A. 87,
1879, East. Dist. N. Y., Benedict, J.

United States v. Burns, 12 Wall. 252, 1870, Supr. Court,
Field, J.

Is cited in Brady v. Atlantic Works, 2 Ban. & A.
441, 1876, Dist. Mass., Clifford, J., as an authority to
the point that Government cannot use a patented im-
provement, any more than any individual, without license
by the inventor, or making him compensation, even
though an officer of the Government makes the invention.

United States v. Morris, 2 Bond, 33, 1866, South. Dist.
OLio, Leavitt, J.

Leavitt, J., said the statute relating to marking arti-
cles with the word ¢¢ patent,” to deceive the public
(U. S. R. S. § 4911), did not apply to unpatentable
articles. In Oliphant v. Salem F'louring Mills Co., 3
Ban. & A. 259, 1878, Dist. Or., Deady, J., says this
was obiler, and without argument, and that the opinion
is alone, and thst he is unable to concur with its reason-
ing or conclusions. )

United States Rifle Co. v. Whitney Arms Co, 14 Blatchf.
C. C. 94, 1877, Dist. Conn., Shipman, J.

The facts of this case were briefly stated in Colgate v.

Western Union Telegraph Co., 4 Ban, & A. 66, 1878,
~ South. Dist. N. Y., Blatchford, J.

Is referred to in Woodbury Patent Planing Macline
Co. v. Keith, 4 Ban. & A. 102, 1879, Dist. Mass.,
Lowell, J., as giving a construction of § 35 of the
patent act of Congress of 1870, to the effect that this
statute gives the commissioner in all cases jurisdiction

.of the question of abandonment, and -at the same time
makes that fact a defence on a trial of the action.
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V.

Vance v. Campbell, 1 Black, 429, 1861, Supr. Court,
Nelson, J.

Language of Mr. Justice Nelson is quoted : ¢¢ Unless
the combination is maintained, the whole of the inven-
tion fails. The combination is an entirety; if one of
the clements is given up, the thing clammed disappears.”
Tuwrrell v. Spaeth, 2 Ban. & A. 187, 1875, Dist. N. J.,
Nixon, J.

Is construed in Henderson v. Cleveland Co-operative
Stove Co., 2 Ban. & A. 607, 1877, North. Dist. Ohio,
Brown, J., to have decided that if a patentee declares
upon a combination of elements which he asserts con-
stitute the novelty of his invention, he cannot abandon
part of his combination and maintain his claim to the
rest, nor prove any part of bis combination immaterial
and useless; but when the specification declares on a
combination as the thing patented, and says that the
use of the improvement requires both elements to be
preserved, and then claims the elements separately, the
patent covers the elements separately.

Is said in Herring v. Nelson, 3 Ban. & A. 66, 1877,
North. Dist. N. Y., Johnson, J., not to decide as a judg-
ment any doctrine material to the question of reissues,
there being no reissue in the case.

Van Hook v. Pendleton, 1 Blatchf. C. C. 193, 1846, South.
Dist. N. Y., Betts, J.

Is said in Glreen v. F'rench, 4 Ban. & A. 171, 1879,
Dist. N. J., Nixon, J., to decide that the owner of a
patent is not to be charged with acquiescence in an
infringement because he withholds suit during the pen-

dency of other suits to determine his rights under a
patent,
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Vinton v. Hamilton, 104 U. S. 485, 1882, Supr. Court,
Woods, J.
Is cited in Thompson v. Boisselier, 114 U. S. 11,
1884, Supr, Court, Blatchford, J., as a case where an
invention was held not-to be patentable.

W.

Walker 2. Bawzxhurst, 8 Blatchf, C. C. 494, 1867, South.
Dist. N. Y., Nelson, J.
The opinion of Mr. Justice Nelson is quoted in Oli-
phant v. Salem Flouring Mills Co., 3 Ban. & A. 259,
1878, Dist. Or., Deady, J.

‘Wallace v. Holmes, 9 Blatehf. C. C. 65, 1871, Dist. Conn.,
Shipman, J.

Is approved as a sound decision, and the decision
said, in Suxe v. Hammond, 1 Ban. & A. 631, 1875,
Dist. Mass., Shepley, J., to be that the actual concert
of the makers of the different elements of the combina-
tion was a certain inference from the facts, in Wallace °
v. Holmes ; and the distinct efforts of the defendants to
bring into use these elements of'the combination which
comprised the whole invention, although they could not
be used without adding one other element, were found
to be proved.

Is interpreted in Zurrell v. Spaeth, 2 Ban. & A. 189,
1875, Dist. N. J., Nixon, J., to decide that under a
patent for a combination he is an infringer who makes
and sells only one or two parts of which the combination
is composed, if done with the intent that the purchaser
shall unite them with the other parts, procured eitber
‘rom the same or other sources, at the same or different
times.

Is construed in Buerk v. Imhaueser, 2 Ban. & A. 466,
1876, South. Dist. N. Y., Johnson, J., to decide that a
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patent for a combination cannot be evaded by different
persons sclling each a different part of the combina-
tion with the view of their being used together by the
purchaser.

Is cited in Schneider v. Pountney, 21 F. R, 403,
1884, Dist. N. J., Nixon, J., as being a leading case
upon the point that the defendants cannot protect them-
selves from the consequences of infringement of a patent
for a combination by one making and seclling one part,
and another, another, with the intention of having them
used with each other, but that in such a case zll are
deemed joint infringers, and all are liable for all the

damages.
Is cited in Z7ravers v. bBeyer, 26 F. R. 450, 1880,

North. Dist. N. Y., Wallace, J., as establishing a rule
that defendants who sell separate parts of the materials
of a patented combination, with a knowledge that they
are to be used with the other parts of the combination
to infringe the patent, are guilty of an infringement.
Wallace v. Holmes is said in Travers v. Beyer to have
been followed in Richardson v. Noyes, 10 O. G. 501,
and in Bowker v. Dowes, 15 O. . H10.

Is said in Snyder v. Bunnell, 29 F. R. 48, 1886,
South. Dist. N. Y., Coxe, J., to be a clear illustration of
the doctrine of contributory infringement, that heing a
case where the defendants sold a lamp-burner, for which,
in combination with a chimney, the plaintiff had a patent,
the defendants knowing that the burner was useless with-
out the chimney, and that the purchaser would undoubt-
edly use a chimney in combination with the burner.

Washburn ». Gould, 3 Story, 122, 1844, Dist. Mass.,
Story, J. _
Is said, in Emerson v. Hogg, 2 Blatchf. C. C. 10,
1845, South. Dist. N. Y., Betts, J., to decide that,
under the statute, drawings of a patent may be filed
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with the specification, although not referred to in the
specification.

Mr. Justice Story says the rule of comity always ob-
served by the justices of the Supreme Court on circuit,
in cases which admit of being carried uvefore the whole
court, was to conform to the opinions of each other, if
any had been given. Quoted in Goodyear Dental Vul-
canite Co. v. Willis, 1 Ban. & A. 571, 1874, LKast.
Dist. Mich., Emmons, .

Is cited in Bumford Chemical Works v. Hecker, 2
Ban. & A. 360, 1876, Dist. N. dJ., Nixon, J., as a case
where Judge Story followed the rule of comity by ruling
to the same effect as Judge McLean in Brooks v. Brick-
nell, 3 McLean, 250, a decision in another circuit on
the same point of law, although he, Judge Story, had
great difficulty with the point,

Is cited in Herman v. Herman, 29 F. R. 93, 18886,
‘South. Dist. N. Y., Brown, J., to the effect that where
the patentee has given to a licensee the exclusive right
to the use of a patented invention, a suit in equity for
damages should be brought in the name of the licensee,
but at the charge and expense of the patentee, if he has
guaranteed to defend the rights-secured by the patent.

Washburn & Moen Manuf, Co. v. Haish, 4 F. R. 900,
1880, North. Dist. Ill., Drummond, J.

Is said in Wetherell v. Keith, 27 F. R. 366, 1886,
North. Dist. IiL., Blodgett, J., to establish the rule that
the fact of prior use as a defence in a suit for infringe-
ment must be established beyond reasonable doubt.

Water Meter Co. v. Desper, 101 U. S. 332, 337, 1879,

Supr. Court, Bradley, J.

The opinion of Mr. Justice Bradley is quoted from in
Gage v. Herring, 107 U. S. 648, 1882, Supr. Court,
Gray, J., to the peint that a patentee by his claim in a
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combination makes all the parts of the combination
stated in the claim material.

Webster v. New Brunswick Carpet Co, 5 0. G. 522,
- 1874, Dist. N. J., Nixon, J.
Is cited in Welling v. Rubber Coated Harness Co,,
1 Ban. & A. 288, 1874, Dist. N. J., Nixon, J., to the
effect that a patent for a combination is infringed by
the use of similar combinations, although one of the ele-
ments is omitted and another substituted, unless the
substituted device is a new one, or performs a function
essentially different, or was not known at the date of the
patent to be a proper substitute for the one omitted.

Webster v. New Brunswick Carpet Co., 9 O. (. 203, 1876,
Dist. N. J., Nixon, J.

In Webster Loom Co. v. Higgins, 4 Ban. & A. 99,
1879, South. Dist. N. Y., Wheeler, J., the authority of
the former case, while recognized by the court, was not
followed, because the cases were essentially different upon
the pleadings and evidence.

Webster Loom Co. v. Higgins, 16 O. G. 675, 1879, South.
Dist. N. Y., Wheeler, J.

““The burden of proof rests upon the defendant to
show beyond a fair doubt the prior knowledge and use
set up.” Quoted in Washburn, &c. Co. v. Haish, 4
F. R. 904, 1880, North. Dist. 1ll., Drommond, J.

Webster Loom Co. v. Higgins, 1056 U. S. 580, 1882, Supr.
Court, Bradley, J.

Is said in Zane v. Soffe, 110 U. S. 203, 1883, Supr.
Court, Bradley, J., to decide that under a general denial
of the patentee’s priority of invention, evidence of prior
knowledge and use, taken without objection, is compe-
tent at final hearing on the question of the validity of
the patent,
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Is cited in Thayer v. Hart, 20 F. R. 694, 1884, South.
Dist. N. Y., Coxe, J., to the effect that the burden
of proof of priority of use or knowledge is upon the
defendant.

Is said in Hancock Inspirator Co.v. Jenks, 21 F, R.
916, 1884, East. Dist. Mich., Brown, J., to hold that if
an improvement of a well-known appendage to a ma-
chine is fully described in a specification, it is nof neces-
sary to show the ordinary modes, to attach the appendage

to the machine.
Is cited in Phillips v. Curroll, 23 F. R. 251, 1885,

West. Dist. Penn., Acheson, J., as establishing the gen-
eral rule of the patentability of an invention.

Weston v, White, 13 Blatchf. C. C. 364, 1876, Dist. Conn.,
Shipman, J.

Is cited in American Diamond Rock Boring Co.
v. Sheldon, 4 Ban. & A. 604, 1879, Dist. Vt., Wheeler, J.,
as deciding that the effect of the act of Congress, March
2, 1861, § 16, was to change the term of fourteen years
to seventeen, as well in respect to patents limited by
prior foreign patents as in respect to others.

Is stated and considered at some length in De Florezs
v. ILaynolds, 5 Ban. & A. 151, 1880, South. Dist. N. Y.
Blatchford. J.; s. ¢. 8 F. R. 443, upon the question how
long a patent granted in 1867 will run, an English pa-
tent for the same invention being previously granted in
1859 for fourteen years. Weston v. White says, although
not directly involved in the decision of the case, a pa-
tent issued in 1867 is under the statute of 1861, § 16, and
will run for a term of seventeen years, and under § 6
of the act of 1839 it will begin to run from the date of
the foreien patent.

Is said in Siemens v. Sellers, 16 F. R. 861, 1883, East.
Dist. Penn., Butler, J., to agree with the decision in
De Florez v. Raynolds, although the point was not



PATENT CASES CRITICISED. 221

necessary to the decision of the case. See .De Florez
v. Baynolds.

Wetherill ¥. New Jersey Zinc Co., 1 Ban. & A. 105,
1874, Dist. N. J., McKennan, J. See Collins v.

Peebles.

Wheeler v. Clipper Mower Co, 10 Blatchf. C. C. 181,
1872, South, Dist. N. Y., Woodruff, J.

¢ If an invention when constructed according to the
model and specifications filed will operate as a practi-
cal and useful thing, the inventor has satisfied the law
and his patent is valid. FHe is not bound by law to
construct it in order to preserve his patent ”  Quoted in
Broadnax v. Central S. Y. &c. Co., 5 Ban. & A. 612,
1880, Dist. N. J., Nixon, J.; s.c. 4F R. 216.

This case is said, in Strobridge v. Lindsay, 6 F. R.
512, 1881, West. Dist. Penn., Acheson, J., to be an au-
thority for the proposition that a patent cannot be evaded
by dividing the patented device into two parts which
when combined produce the same result in substantially
the same way, and selling these parts separately.

The doctrine in this case, that there is no rule which
forbids an inventor who has omitted to claim separate
new devices, or severable and distinet combinations, in
the original patent, making a surrender and taking re-
issues for the distinct combination or separate devices,
is quoted in Odell v. Stout, 22 F. R. 163, 1884, South.
Dist. Ohio, Sage, J.

Wheeler v. McCormiclk, 8 Blatchf. C. C. 267, 1871, South.
Dist. N. Y., Woodruff, J.
Is cited and distinguished in Zurrell v. Spaeth, 2 Ban.
& A. 316, 1876, Dist. N. J., Nixon, J. On a motion to
compel a plaintiff to elect which of two suits on a patent,
in the same district, between the same parties, he will
rely upon, the motion was overruled.
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Is cited in Gold & Stock Telegraph Co. v. LPearce,
19 I, R. 419, 1884, South. Dist. N. Y., Wheeler, J., as
an authority for the maintenance of several successive
suits for successive infringements in different districts.

Whiteley v. Kirby, 11 Wall. 678, 1868, Supr. Court,
Nelson, J.

Is cited in Kirby v. Dodge, &&c. Manuf. Co., 10
Blatehf. C. C. 313, 1872, North. Dist. N. Y., Wood-
ruff, J., as not conclusive in the latter case, the facts
being ditferent.

Whitely v. Swayne, 4 Fisher, 117, 1865, South. Dist. Ohio,
Leavitt, J.

Is said in Hartshorn v. Eugle Shade Roller Co., 18
F. R. 91, 1883, Dist. Mass., Lowell, J., to have held
that the oath to an application for a reissue should con-
form to the exact words of the law, or the reissue is
invalid. This ruling is criticised in the latter case and
not followed, but was followed by Baxter, J., in Poage
v. McGowan, 10 F. R. 398, without considering the
point again.

The reissue is not valid when granted because the
original patent was not fully valid and available. 1t
must be invalid or inoperative. Cited in Poage v.
McGowan, 15 F. R. 399, 1883, South. Dist. Ohio,

Baxter, J.

Whitely v. Swayne, 7 Wall. 685, 1868, Supr. Court,
Nelson, J.
¢ He is the first inventor and entitled to the patent
who, being an original discoverer, has first perfected
and adapted the invention to actual use.” Quoted in
Albright v. Celluloid Harness 1rimming Co., 2 Ban.
& A. 635, 1877, Dist. N. J., Nixon, J.
The opinion of Nelson, J., is quoted from in Whtitle-
sey v. Ames, 5 Ban. & A. 103, 1880, North. Dist. Ill.,
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Blodegett, J.; s. c. 13 F. R. 838, upon the point that
prior unsuccessful experiments in the same line of re-
search do not deprive a subsequent inventor of his
richt to a patent.

Whiting v. Graves, 3 Ban. & A. 222, 1878, Dist. Mass.,
Shepley, J.
Is explained in Hapgood v. Hewitt, 119 U. S. 233,
1886, Supr. Court, Blatchford, J.

Whittemore v. Cutter, 1 Gall. 479, 1813, Dist. Mass,,
Story, J.

Is said in Doston Manuf. Co. v. IF'iske, 2 Mason,
120, 1820, Dist. Mass., Story, J., to have been decided
on authority in Arcambdal v. Wiseman, 3 Dal. 306.

Is cited and distinguished in Luarle v. Scwyer, 4
Mason, 12, 1827, Dist. Mass., Story, J.

Is referred to in Loom Co. v. Higgins, 105 U. S.
588, 1881, Supr. Court, Bradley, J., as a case deciding
that an answer alleging that the patent has an insufficient
specification, with an allegation of fraudulent intent in
making the spectfication so insuflicient, 18 a defence to
a suit on a patent. Contrary to the decision in Grant
v. laymond, 6 Pet. 218, where an allegation of fraudu-
lent intent was not necessary for a defence, but only
if the defendant designed to avoid the patent, as was

allowed by the law of 1793.

Whittlesey v. Ames, 18 O. G. 357, 1880, North. Dist.
Ill., Blodgett, J.

Is said in Woven Waire Mattress Co. v. Simmons,

7 I¥. R. 725, 1881, East. Dist. Wis., Dver, J., to have

sustained the reissued patent for an improvement in
bedstead frames.

Wilder v. Gaylor, 1 Blatchf. C. C. 597, 1850, South. Dist.
N. Y., Nelson, J.
Is approved and distinguished in Day v. New Eng-
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land Car Spring Co., 3 Blatebf. C. C. 181, 1854,
South. Dist. N. Y., Betts, J., from the latter case.

The decision In this case as to the special pleas is
said, in Hubbell v. De Land, 14 F. R. 473, 1882, East.
Dist. Wis., Dyer, J., to be in conflict with the rule laid
down by the Supreme Court in Fvans v. FEaton, 3
Wheat. 454. Wilder v. Gaylor decided that when
a defendant pleads the general issue with notice of
special matter, and also special pleas setting up the
same matter, the pleas should be stricken out.

Wilkens v. Spofford, 3 Ban. & A. 274, 1878, Dist. Mass.,
Shepley, J.
Explained in Hapgood v. Hewitt, 119 U. S. 234,
1886, Supr. Court, Blatchford, J.

Williams, Fx Parte, 3 Ban. & A. 533, 1878, Dist. N. J.,

Nixﬂﬂq J.
Is explained in Wilson Packing Co. v. Hunter, 4

Ban. & A. 185, 1879, South. Dist. Ill., Drummond, J.,
as being a case where there was an express provision
of the statute declaring that process might be served
upon a foreign corporation doing business in the State
or Territory where the suit was brought. See also

Schollenberger, Ex Parte, 96 U. S. 369.

Willlams v. Rome, W. & O. R. R. Co,, 15 Blatchf. C. C.

200, 1878, North. Dist. N. Y., Blatchford, J.
Is said in Welliams v. B. & A. R. R. Co., 4 Ban.

& A. 442, 1879, North. Dist. N. Y., Wallace, J., to be
a controlling authority upon many of the guestions pre-
sented in the latter case.

‘Wilson v. Barnum, 8 How. 258, 261, 1849, Supr. Court,
Taney, C. J.

The opinion of Mr. Chief-Justice Taney is quoted from

in California Paving Co. v. Molitor, 113 U. S. 617,

1884, Supr. Court, Bradley, J., to the effect that the
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question of infringement is one of fact. and therefore
not such a one as can be certified to the Supreme Court
as a question upon which the circuit court is divided.

Wilson v. Rousseau, 4 Ilow. 6406, 1816, Supr. Court,
Nelson, J.

Is explained in Day v. Union India Rubber (Co., 3
Blatchf, C. C. 491, 1856, South. Dist. N. Y., IIall, J.,
as not deciding that the right of an assignee or grantee
of the original term of a patent is limited to the use of
machines which such assignee or grantee had in opera-
tion when the extended term cominenced, but the right
includes an extended term.

Cited in Ailken v. Munchester Print Works, 2 CIliff.
437, 1865, Dist. N. I1., Clifford, J., as establishing the
distinction between a grant of a right to make and vend,
and the grant of the machine with a right to uscit. The
latter grant includes the right to repair.

Is said in Prime v. DBrandon Manuf. Co., 4 Ban.
& A. 384, 1879, Dist. Vt., Whecler, J., to place a strict
construction upon an assignment of a patent right in
respect to extension,

In this case the effect of § 18 of the patent act of
1836, as to the rights of assignees of a patent under
an extended term, is said to have undcrgone careful
serutiny in the Supreme Court, and the distinction was
there made between persons engaged in the direct use
of the machines and speculators in patents and inven-
tions. The former can use the patented machine under
an extension ; the latter’s rights ordinarily end with the
original term. So said in Fire Extinguisher Manuf.
Co. v. Graham, 16 F. R. 551, 1883, West. Dist. Va.,
Hughes, J.

Wilson v. Sandford, 10 How. 99, 1850, Supr. Court,
Taney, C. J.

Is explained in Pulie v. Derby, 5 McLean, 336, 1852,
1D
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Dist. Obio, per Curiam, as deciding that § 17 of patent
act of 1836 does not give a federal court jurisdiction of
a bill in equity to set aside an assignment of a patent
right on the ground that the assignee has not complied
with the terms of the contract.

Is cited and explained in Goodyear v. Union India
Rubber Co., 4 Blatehf. C. C. 68, 1857, South. Dist.
N. Y., Ingersoll, J., to the effect that where a license
had been given under a patent, and is still in existence,
the owner of the patent cannot sue in a federal court for
infringement.

The opinion of Mr. Chief-Justice Tancy is quoted at
length in Consoliduted Fruit Jur Co. v. Whitney, 2
Ban. & A. 32, 1875, Dist. N. J., Nixon, J., to the point
that when the controversy in a case does not turn upon
letters-patent, but upon the force and effect of some con-
tract under them or in reference to them, in which the
guestion of their validity is not raised, the federal courts
have no jurisdiction.

Is carefully considered in Hariell v. Tilghman, 99
U. S. 5351, 1878, Supr. Court, Miller, J., and said to be
the only anthoritative construction of the statute of 1870
(except Littlsficld v. Perry, 21 Wall. 205) on the ques-
tion whether a court of the United States has jurisdic-
tion of a case arising out of a contract relating to a
patent where the case does not arise under an act of
Congress, or depend in any way upon this construction
of any law in relation to patents. Wilson v. Sandford
decides this question in the negative, and it is followed
in Hurtell v. Tilghman.

Is examined in the dissenting opinion of Bradley, J.
(Waite, C. J., and Swayne, J., concurring), in Zartell
v. Tilyhman, 99.U. S. 558, 1878, Supr. Court; and it
is said that if the question was a new one, a case where
a complainant secks damages for infringement, and an
injunction against an application to avoia an inequitable
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license held by the defendant, might properly be brought
in a federal court.

Is referred to in Albright v. Zeas, 106 U. S. 618,
1882, Supr. Court, Woods, J., as deciding against the
jurisdiction of a case relating to a patent, the case not
involving the construction of any law as relating to
patents or arising under any law of Congress, and not
being between citizens of different States, but being a
bill to set aside a contract.

Is said in Zeas v. Albright, 13 F. R. 413, 1882, Dist.
N. dJ., Nixon, J., to have settled the question as to the
jurisdiction of the federal court in suits brought to avoid
a license, where neither the citizenship of the parties nor
the amount involved in the litigation gave the court juris-
diction. ‘T'he court refused to entertain jurisdiction of
such suits on the ground that the suit arose out of the
contract or license, and not under any law of the United
States granting or confirming to inventors exclusive
right in their inventions or discoveries.

Is cited in Smith v. Standard Lawundry Machine
Co., 19 F. R. 826, 1882, South. Dist. N. Y., Wheeler,
J., and distinguished by the court from the latter case.

Wilson ». Sherman, 1 Blatchf. C. C. 536, 1850, North.
Dist. N. Y., Nelson, J.

Is e\:pla.med in Goodyear v. Umon India Rubber
Co., 4 Blatchf. C. C. 66, 1857, South. Dist. N. Y., In-
gersoll, J., as being a case where the jurisdiction of a
federal court in equity in a patent suit was sustained,
a license having been granted, but forfeited for noncom-
pliance with its conditions.

Wilson ». Simpson, 9 How. 109, 1849, Supr. Court,
Wayne, J.
Is explained in Day v. Union India Rubber Co., 3
Blatebf. C. C. 491, 1856, South. Dist. N. Y., Hall, J.,
as not deciding that the right of an assignee or grantee
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of the original term of a patent docs not extend beyond
the use of machines which such assignce or grantee had
in operation when the extended term commences, though
containing expressions favoring that view.

Is said in Atken v. Manchester Print Works, 2 Cliff.
439, 1865, Dist. N. ., Clifford, J., to affirm the same
rule as to repairing parts of a patented machine by the
purchaser as decided in the latter case; that is, he may
repair the machine or improve upon it.

Wilson v». Stolley, 4 Mcl.ean, 275, 1847, Dist. Ohio,
McLean, J.

Said in Wortendyke v. White, 2 Ban. & A. 28, 1875,
Dist. N. J., Nixon, J., to decide that when a person
licensed to run a patented machine sold it to another,
the license to run the machine did not neccessarily pass
to the grantee.

Wilson v. Stolley, 5§ McLean, 1, 1849, Dist. Olio, pe»
Curiam.

Is affirmed in Pulie v. Derby, 5 McLean, 336, 1852,
Dist. Ohio, per Curiam, upon the point that where a
patent suit is founded upon a_contract of license, the
circuit court has no jurisdiction.

Wilson ». Turner, 7 Law Rep. 527, 1845, Dist. Md.,
Taney, C. J.
The opinion of Mr. Chief-Justice Taney is adopted
in Day v. Union India Rubber Co., 3 Blatehf. C. C-
491, 1856, South. Dist. N. Y., Hall, J., to the effect
that the assignee or grantee of a patent right for the
original term takes the same right during the extended
ferm.

Wilton v. The Railroads, 1 Wall. Jr,, 195, 1847, East.
Dist. Penn., Grier, J.

Is said in Planing Machine Co. v. Kézﬂu, 101 U. S.

493, 1879, Supr. Court, Strong, J., to settle the ques-
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tion that only the names of those who invented or used
an anticipating machine, and not the names of the wit-
nesses to prove prior use, nced be notified under the
act of Congress.

Winans v. Denmead, 15 Ilow. 344, 1853, Supr. Court,
Curtis, J.

Is quoted in Zddy v. Dennis, 95 U. S, 569, 1877,
Supr. Court, Hunt, J., to the point that although a
particular geometric form of machine 1s best, yet, if
other forms give substantially the same results, they
are infringements.

‘* It is generally true that when a patentee describes
a machine and then claims it as described, he is under-
stood to infend to claim, and does by law actually cover,
not only the precise forms he has described, but all
other forms which embody his invention; it being a
familiar roule that to copy a principle or mode of opera-
tion deseribed is an infringement, although such copy
should be totally unlike the original in form or propor-
tions.” Quoted in Grier v. Custle, 17 F. R, 524, 1883,
West. Dist. Penn., McKennan, J.

The language of the court in this case, to the effect
that a patent for a machine covers all forms of machines
which embody the invention, although such words as
‘ however its form or proportions may be varied ” are

not used in the claim of the patent, is quoted in La Rue
v. Western die. Co., 28 F. R. 90, 1886, South. Dist.

N. Y., Brown, J.

Wollensak ». Reiher, 115 U. S. 96, 1885, Supr. Court,
Matthews, J.
Is cited in Grage v. Kellogg, 23 F. R. 894, 1885, North.
Dist, N. Y., Coxe, J., as affirming the doctrine that a
reissue which claims a different invention from the origi-
,  hal patent is void.
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Is quoted from ai length in Jves v. Sargent, 119
U. S. 661, 1886, Supr. Court, Matthews, J., to the effect
that if a patentee understands what he has invented, he
will know, on inspection of his patent when first issued,
whether it covers his invention, and therefore any delay
to have a mistake corrected after that is laclies.

The language of the court in this case is quoted in
Arnheim v. Iinster, 26 F. R. 280, 1886, South. Dist,
N. Y., Coxe, J., to the effect that a patent, when issued,
immediately notifies the inventor, Iif he is conscious of
the pature and extent of his invention, whether or not
the patent covers the area of his invention.

Governed the decision in Hoe v. Knap, 27 F. R. 212,
1886, North. Dist. Ill., Blodgett, J.

Wood, L Parte, 9 Wheat. 609, 1824, Supr. Court,
Strong, J.

‘¢ As patents are not enrolled in the records of any
court, but among the rolls of the department of State,
it was necessary to give some direction as to the char-
acter, fime, and manner of instituting proceedings to re-
peal them.” Quoted in Attorney-Qeneral v. Rumford
Chemical Works, 2 Ban. & A. 311, 1876, Dist. R. L.,
Shepley, J. "

Wood v. Cleveland Rolling Mill Co,, 4 Fisher, 500, 560,
1871, North. Dist. Ohio, Swayne, J.

Language of Swayne, J., to the effect that the defence
of prior use or previous knowledge must be established
by evidence beyond a reasonable doubt, is quoted in
Hawes v. Antisdel, 2 Ban. & A. 11, 1875, East. Dist.
Mich., Longyear, J.

Remarks of Swayne, J., as to the credibility of wit-
nesses testifying to a want of novelty in an invention,
quoted in Hawes v. Antisdel, 2 Ban. & A. 22, 1875,
Kast. Dist, Mich., Longyear, J.
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Is cited in Zhayer v. Hurt, 20 F. R. 694, 1884, South.
Dist. N. Y., Coxe, J., to the effect that the defence of
prior usc should be made out beyond a reasonable doubt
on the evidence. See Collins v. Peebles.

Wood Paper Patent, 23 Wall. 566, 1874, Supr. Court,
Strong, J.

Is referred to in Powder Co. v. Powder Works, 98
U. 5. 139, 1878, Supr. Court, Bradley, J., as deciding
that a reissue, to be valid, must be for the same inven-
tion as the original patent. |

Is said in Badische Anilin, &e. Fabrik v. Cochrane,
4 Ban. & A. 220, 1879, South. Dist. N. Y., Wheeler, J.,
to decide that the non-patentability of the invention in
this case was decided because the paper pulp sought to
be covered by the patent was not made by the process,
but extracted by it merely, and was cellulose before and
after the treatment, — an extract, and not a compound.

Woodruff v. Barney, 1 Bond, 528, 1862, South. Dist. Ohio,
Leavitt, J.

Is cited, in Cornelly v. Markwald, 24 F. R. 187,
1885, South. Dist. N. Y., Wallace, J., as giving the
rcasons fully why the expense of obtaining a model
of the defendant’s infringing machine should not be
allowed to the plaintiff in his taxable costs.

Woodworth v. Sherman, 3 Story, 178, 1844, Dist. Mass.,
Story, J.

The language of Story, J., in this case, is quoted in
Johnson v. Wilcox & Gtbbs Sewing Machine Co.,
27 F. R. 690, 1886, South. Dist. N. Y., Wallace, J., to
the effect that the language of an assignment cannot be
extended beyond its ordinary import.

Woodworth ». Stone, 3 Story, 749, 1845, Dist. Mass.,
Story, J.
Is cited in Wheeler v. McCormick, 8 Blatchf, C. C.
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274, 1871, South. Dist. N. Y., Woodruff, J., as deciding
that a bill in equity will lie upon well-grounded proof of
a defendant’s intention to violate a patent right, although
no infringement has as yet taken place.

Woodworth v. Weed, 1 Blatehf, C. C. 163, 1846, North.
Dist. N. Y., Nelson, J.

Is distinguished in Huartshorn v. Day, 19 How. 222,
1856, Supr. Court, Nelson, J.

Is explained in Goodycar v. Union India Rubber
Co., 4 Blatehf. C. C. 66, 1857, South. Dist. N. Y., In-
gersoll, J., as sustaining the jurisdiction of the federal
court in a suit in equity on a patent where a license
had been given and forfeited for non-payment of the
license fee.

Is stated briefly in Abbett v. Zusi, 5 Ban. & A. 40,
1879, Dist. N. J., Nixon, J., as a case where the Ili-
cense containing a stipulation that if any note given by
the licensce in payment of his license fee should become
due and unpaid the license should be void, Judge
Nelson held that the owner of the patent might apply
for an injunction against the licensee the moment that
one of said notes became due and unpaid.

Woodworth v. Wilson, 4 How. 712, 1846, Supr. Court,
Nelson, J.

Is cited in Jenkins v. Greenwald, 1 Bond, 132, 1837,
South. Dist. Ohio, per Curiam, to the effect that an
aflidavit of a defendant that he has ceased to use the
infringing machine upon service of the injunction, is
not sufficient ground for dissolving an injunction and
dismissing & bill.

Wooster ». Handy, 21 F. R. 51, 1884, South. Dist. N. Y.,

Blatchford, J.
The remarks of Blatchford, J., in this case as to the
Supreme Court’s decisions in 104 U. S. (Miller v. Drass
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Co. and James v. Campbell) are quoted in Odell v, Stout,
22 F. R. 164, 1884, South. Dist. Ohio, Sage, J., to the
cticet that the rule laid down in those decisions has
been repeatedly applied in later cases.

Wyeth v. Stone, 1 Story, 273, 292, 1840, Dist. Mass.,
Story, J.

Is said in ZLmerson v. lovgg, 2 Blatchf. C. C. 8,
1845, South. Dist. N. Y., Betts, J., to decide that a
valid patent may be had for scveral machines, each
being a separate and independent invention, where they
all have a common purpose and are auxiliary to cach
other and to the same common end.

Is said in flogg v. Lmerson, 11 How. 606, 1850,
Supr. Court, Woodbury, J., to have decided that in
order to render different letters-patent necessary for
different inventions, the inventions must be wholly in-
dependent of each other, and distinet inventions for
unconncceted objeets, as one to spin cotton and another
to make paper.

Is cited in Sessions v. Romadka, 21 F. R. 132, 1884,
Kast. Dist. Wis.,, Dyer, J., to the point that a single
patent cannot be taken for two distinet machines, de-
signed for totally different and independent objects.

Y.

Yale Lock Co. ». Sargent, 117 U. S. 536, 553, 554, 1889,
Supr. Court, Blatchford, J.

Is said in f(ettle v, Zull, 30 F. R. 240, 1887. Soush.
Dist. N. Y., Coxe, J., to decide that a pat:uice who
has retained during the term of the rcissue an invalid
claim, may recover upon the valid claims, though no
disclaimer has been filed or is possible when he brings
suit.
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Yale Liock Co. . Scovill Manuf. Co,, 18 Blatchf. C. C.
248, 1880, Dist. Conn., Shipwnan, J.

Is distinguished, in Siebert Cylinder, &c. Co. v.
Hurper Lubricator Co., 4 F. R. 333, 1880, Dist. Conn.,
Shipman, J., from the latter case, on the ground that in
the former the invention described in the reissue was
manifestly the same which formed the subject of the
original specification, but was there cramped within too
narrow bounds; in the latter case the invention which
was described in the two latter claims of the rcissue was
not the same which was the subject of the original
specification, and those claims were therefore void.

‘The opinion in this case is quoted from in Parker
& Whipple Co.v. Yule Lock Manuf. Co., 18 F. R,
47, 1883, Dist. Conn,, Shipman, J., to the effect that if
a patentee has made a palpable mistake and has limited
his real invention by a misstaternent of principles so as
to lose the fruits of his labor, he should be permitted to
enlarge his statements in the specification of the reissuc
s0 as to cover the invention which was plainly the sub-
ject of the original application, although there limited
to a narrow patent by the misstatement.

Z.

Zinn v. Weiss, 7 F. R. 914, 1881, East. Dist. N. Y.,

Benedict, J.
Is cited and explained in La Rue v. Western, dic.
Co., 28 F. R. 90, 188¢, South. Dist. N. Y., Brown, J.
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A.

ABANDONMENT, what is, 40.
may be presumed from unexplained delay, 3, 105, 107, 126,
181, 182, 193, 198.
in applying for patent, 105.
but not from delay during experiments, 105.
when presumed from delay between rejecied and renewed
application, 107, 126.
or from acts after rejected application, 159.
application on file rebuts such presumption, when, 3, 19.
renewed application affects it how, 70, 75, 76.
by express dedication, 107.
by public use for two years, 157.
by negligence, 198.
not by solicitor’s negligence, when, 16,
of part of machine by claiming only another part, 44.
how far decided conclusively by commissioner. 214.
See NEGLIGENCE; APPLICATION; PATENT.
« ABOVE DESCRIBED METHOD,” these words in claim
annex the specification, 18.
See PATeENT, CoNSTRUCTION OF.
ACCOUNT, as basis of equity jurisdiction in federal courts,
when sufficient, 50, 54, 55, 89, 100, 101, 116, 117, 143, 149.
See JURISDICTION; FEDERAL COURTS.
ACCOUNTING, master’s fees for, to be paid by defendant, 21.
ACQUIESCENCE, in infringement, when delay is not, 215.
ACT OF CONGRESS, relating to patents, is only basis of
federal courts’ jurisdiction, 18, 22, 23, 72, 73, 74, 85, 36,
93, 113, 114, 127.
See FEDERAL CoURTS; J URISDICTION.
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ACT OF CONGRESS — continued.
specially granting patents, how construed, 58.
effect of, on assigirments, G5.
extending patents, 3.
See CONGRESS.

ACTION AT LAV, against veundees of infringer, when en-
joined, 16.
See INJUNCTION.
pleading special matter in, 79,
See PLEADING; PRACTICE.
plaintiff in, who may be, 143.
measure of damages, what, 14, 15.
royalty, when proper measure, 15.
See DAMAGES.
ADMINISTRATOR, succeeds to licensee’s rights, when, 146.
See LICENSE.
AFFIDAVIT, to application, informality of, does not affect
patent, 94.
is conclusively settled, by issuing patent, 192,

AGENT, when not liable for infringement, 47,

AGGREGATION OF OLD ELEMENTS, not patentable, 16,
81, 82, 83.
See COMBINATION; PATENTABILITY.
ALBERTSON PATENT, No. 2,380, construed, 122.
AMBIGUOUS LANGUAGE IN REISSUE, construed strictly,

31.
See Rrissur; PATENT, CONSTRUCTION OF.,

AMENDMENT OF APPLICATION FOR PATENT, 167,

1G3.
See PATENT, APPLICATION.

ANNULLING PATENT, suit to, 8.
must be by Government, 139, 140.
See GOVERNMENT.

ANSWER, does not overrule plea, 203.

ANTICIPATION OF PATENT, by prior machine, must be

the same invention, 151.
and an operative machine, 152.
and complete, as to invention, 36, 37, 62, 63, 94, 99, 169, 190.
and must produce same result, 170.
by prior printed publication, what is, 34, 38, 49.
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ANTICIPATION OF PATENT — continued.
by foreign publication, 191, 192.
by abnormal use of anotbher’s machine, when, 34.
eftect of, 73.
must be set up in answer, 171.
or evidence of is inadmissible on objection, 173.
burden of proof is on defendant, 37, 88.
must be proved beyond reasonable doubt, 37, 155.
See Prior KNxowLEDGE AND UsE.
APPLICATION FOR PATENT, if delayed by experiments,
not abandoned, 105.
amendment of, 167, 168.
rejected, evidence of abandonment, when, 3, 40, 159, 190.
are abandoned experiments, 43.
renewed after rejection, effect on abandonment, 43, 70, 75,
76.
several successive, when considered one, 13, 14, i9.
affidavit to, effect of informality in, 9.
See ABANDONMENT; PATENT, APPLICATION FOR

ART, may be patented as a process, 36.

ASSIGNEE OF PATENT, who is, 160, 211.

when may sue for infringement in his own name, 62, 63, 61,
101, 160.

of record, patent may issue to, 186.

has right to use machine during extension, when, 19, 20.

succeeds to license rights, when, 146.

in insolvency, has not legal title, 7.

may compel patentee to assign, 7.

has licensee’s rights, when, 140.
See PracricE: TERM; EXTENSION; ASSIGNMENT.

ASSIGNMENT OF PATENT, what 1s, 7, 114.

must be in writing signed by owner of patent;, 7.

does not carry right to sue for past infringement, 48, 136,
147.

what language in, conveys extension, 31, 35, 63, 89, 145, 155,
167, 225, 228,

effect of, during extension, 225, 228.

gives right to sue in assignee’s name, when, 62, 63, 64.

See EXTENSION.
includes renewal, when, 117.
language naturally construed, 231.
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ASSIGNMENT OF PATENT —continued.
differs from license, 64.
of personal right to sell, 84.
of such right to corporation ends with corporation, 84.
record of before issuing patent vests legal title in assignee,
62, 64, 65, 158.
eifect of, after issuing patent, 64.
non-record of, effect on later assignment, 21.
unrecorded, in suit against third person, 21, 158
not void, though unrecorded, 21.
of patent granted by special act of Congress, 65.

ATTORNEY-GENERAL, suit in name of, 8, 14.

B.

BALL REISSUE, invalid, 9.

BELL, first invented speaking-telephone, 4.
patent is for a process, 4.
not anticipated by Reis, 4.

BILL IN EQUITY, by creditor to take patent-right for debt,

3, 204.

for account only, no jurisdiction of, 174, 175, 176, 182, 197.

but foy account and answer, treated as bill for discovery,
135. .

See JURISDICTION; FEDERAL COURTS.

may contain several patents, when, 69, 96, 142, 143, 145,
146, 191.

or several infringements of one patent, 70.

not dismissed on affidavit that defendant has ceased to use
infringing machine, 232.

will lie if intention to infringe is proved, 232.

dismissed if showing void patent, 33, 51.

dismissed by Supreme Court of its own motioun, 196,

may be dismissed on exception to master’s report, 59.

plaintiff, who may be, 143.

by licensee, when exclusive, 218.

to review commissioner’s decision, additional evidence ad-
missible, 7.

is not an appeal from the office, 28, 29.

See Equity; PRracTICE; COMMISSIONER.
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BOND FOR PAYMENT OF DAMAGES, not without sure-
ties, 177.

BURDEN OF PROOPF, of prior use, is on defendant, 38, §8.
not met, if his evidence is conflicting and unsatisfactory, 45.
See ANTICIPATION; Prior KxowLEDGE AxD UsE.

C.

CAWOOD PATENT, explained, 211.

CITY, liable for use of patented machine, 19.
See INFRINGEMENT.

CLAIM OF PATENT, limits the invention, 26, 27, 47, 170.
governs the construction of patent, 107, 108, 170.
is illustrated by specifications, drawings, and models, 18,
22, 97, 47, 107.

how Interpreted, 18.
liberally construed, 109.
to protect the invention shown, 54.
estops patentee to claim more, 121.
waiver of, is estoppel, 29.
rejected cannot be reissued, 194, 199.
is not inadvertence, s0 as to entitle a reissue, 6.
if one in reissue void, others may be good, 60.
same as in original patent, good, 60, 78.

See Reissvr; PATENT, CONSTRUCTION OF.
for product, must be interpreted with process, 121.

See Procress; Propucr.

COMBINATION OF OLD ELEMENTS, when patentable,
3, 12, 58, 81, 82, 83, 117, 122, 138, 156, 157, 169, 184,
204, 215.

additions to, when patentable, 10.
change of location of part, when patentable, 3, 122, 160,
203, 204.
of parts of machine, 58.
See PATENTABILITY.
patent for, covers equivalents, 39, 45, 68, 74, 77, 78, 190,
191.
what is infringement of, 77, 164, 165, 215, 218, 210.
See INFRINGEMENT.
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COMBINATION OF OLD ELEMENTS — continued.
all parts of, are material, 57, 218, 219,
cannot be reissued for smaller number, 42, 67, 6S, 69, 91.
subcombinations may be claimed in reissue, 42, 164.
See REISSUE,

COMMISSIONER OF PATENTS may decide whether differ-
ent inventions may be put in one patent, 13.
had authority to grant reissue before any act of Congress,
193.
may issue valid patent to replace void one, 79.
his mistake allows expansion of ¢laim is reissue, 177, 178.
decision of, granting reissue, how far conclusive, 63, GG, 92,
106, 107, 118, 142, 188.
See REISSUE.
decision of, how far conclusive as to validity of interfering
patents, 212.
as to validity of extension, 177.
as to combining inventions in one patent, 13.
as to abandonment, 214.
decision of, reviewcd by bill in equity, 7.
See Birn 1N Equity; EqQuiTty; DIFFERENT INVENTIONS.

COMPENSATORY DAMAGES, when allowed, 122. -
See DAMAGES.
CONGRESS, act of, not necessary to reissues, 193.
special, extending patent, 3.
special, granting patents, construction of, 56.
violation of obligation of contracts by, 56.
authority of, to grant patent after public use, 18, 19.
See Act or CoNGRrEss; IFFenEraL Courts; JURISDICTION.

CONSENT OF INVENTOR to use before patent, effect of,
123, 124.
See PuBrLic Usk; PATENT.

CONSTRUCTION OF PATENT, and reissue to decide iden-
tity of invention, 11, 17.
' See REISSUE,
of primary pafent, liberal, 125.
See PATENT.
of patent, limited by claim.
See Cram; PATENT, CONSTRUCTION OF.

CONTRACT, violation of, by act of Congress, 56.
See CONGRESS, ACT OF.
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CONTRACT — continued.
of license, affects jurisdiction, 18, 22, 23, 72, 73, 74, 85, 86,
93, 113, 114, 127.
Sce FEDERAL CoURTS; JURISDICTION; LICENSE.

CORPORATION, must be sued in State of incorporation, 46,
159, 166, 186, 224.
See PRACTICE.

COSTS, how affected by disclaimer, 60, 61.
See DISCLAIMER.
plaintiff’s, do not include model of defendant’s machine, 100,
231.
defendant’s, include models of plaintiff’s machine, 87.
See MASTER’S FEES; PRACTICE.

COUNSEL FEES, when allowed as damages, 152.
COUNTY, liable for infringement, 102, 123.

COURT, how far it may review decision of commissioner as o
reissue, 107, 118.
See CoMMISSIONER; REISSUE.
may inspect patent and reissue, as to identity of invention,

11, 17.
CREDITOR’S BILL, to seize patent-right for debt, 3.

D.

DAMAGES, measure of, no rule covers all cases, 15.

how estimated, 14.

plaintiff must prove, 17, 18, 53, 91, 105, 144, 156, 188.

or he gets only nominal, 17, 18, 105, 144, 156, 188.

not presumed in his favor, 18.

license fee, when measure of, 15, 18, 25, 115, 148, 149. 182,
187, 188.

if none, actual damages, 25, 207.

royalty the measure of, at law, 14, 15, 36, 148, 149.

may waive license fee by asking injunction, 202.

how qualified, 15.

actual damages, when, 15, 187.

what is evidence of license fee, 18.

profits, measure of, in equity, 14, 15, 25, 26, 115, 116, 149,
188.

profits, what are, 32.

16
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DAMAGES — continued.

profits and damages both, by statute, 15, 30, 152.

profits must be preved by evidence, 53.

are actual profits, 46, 116, 178.

not what infringer might have made by due diligence, 40,

if patent only on part of machine, profits restricted to that
part, v8, 138, 139, 140, 141, 158, 183.

unless that device gives the whole machine its only market
value, 48, 183.

plaintiff must separate profits of his device from the rest of
the machine, 61, G2, 91,

or show the whole machine gets its value 11»m his device, 02,

if there are no profits, there is no account, 52.

but now, by statute, acteal damages may then be given, 52,
53.

interest on, not generally allowed, 114, 139, 140, 141, 132,
195.

only under special circumstances, 114, 139, 140, 141.

as profits are urliquidated damages, 142.

do not include counsel fees, 162,

may'include compensation for party’s time, 152.

may include rebate for salaries of managing officers, 177.

how affected by laches, 144.

compensation allowed if profits lost by defendant’s negli-
gence, 122.

right to past, not carried by assignment, 136, 137.

See ASSIGNMENT.

payment of, no title to machine, 17.

but payment of damages and profits both, gives right to
use machine, 155.

DECREE, final, what 1s, 10, 12, 190.
for injunction and account is not, 10.
in another circuit on same part, effect of, 3, 75, 76.
See JUDGMENT.

DEDICATION TO PUBLIC, as to, 104, 193.
is abandonment, 107.
See ABANDONMENT.
by not claiming process in reissue, 104, 120.
See Reissue.

DEFENCES, inconsistent, what are, 16.
See PLEADING; PRACTICE.
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DELAY, if negligent, forfeits right to patent, 3, 181, 182.
if explained, does not, 3.
in securing reissue, effect of on original patent, 128.
when is not acquiescence in infringement, 215, 216.
See ABANDONMENT; INFRINGEMENT.

DEMURRER, not overruled by answer, 203.
DESIGN PATENT, 145.
what is infringement, 76, 77.
DIFFERENT INVENTIONS, when may be combined in the
same patent, 10, 13, 55, 56, 04, 123, 136.
comimissioner’s decision, how far conclusive, 13.
patents, when may be joined in one bill in equity, 69, 96,
142, 143, 145, 146, 1951.
See BILL IN EqQuiry; CoMMISSIONER; PATENT.

DIRECTOR OI' COMPANY, ordering infringement, when
personally liable, 1122.
See INFRINGEMENT.

DISCLAIMER, validity of, 75.

when necessary, 83.

how far estoppel, 110.

affected by provisos in patent, 182.

when may be filed, 60, G1.

negligence in filing must be set up in answer, 24.

effect of, on costs, 60, Gl.

Sec Ksturren; Cramv; Cosrts.
DIVISIBILITY OF LICENSE, depends on its terms, 22,
See LICENSE,

DOUBLE Ubsls, not patentable, 12, 24, 34, 99, 153, 154, 172,
See Prioir Usk ; ANTICIPATION.
DRAWINGS, may be filed with specification, wkhen, 21, 217.

218.
limit claim, 22, 26, 27.
See SprECIFICATION; CLAIM.

E.

ELECTRO PLATING, state of the art in, 218.

ELEMENT, application of, to use, not patentable, 146.
See PATENTABILITY.
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EMPLOYEE, forfeits right to patent, when, 124.
presumned license by, to employer, when, 125.
See LICENSE.
liable for infringement, when, 47.
See INFRINGEMENT.

EQUITY IN PATENT SUITS is the same as in any other,
50, 84, H5.
may declare two interfering patents void, 71, 72.
will seize patent right on execution, 3, 204.
will enjoin suit at law, when, 16.
or compel assignment to assignee in insolvency, 7.
has no jurisdiction of bill for account alone, 174, 175, 176,
182, 197.
nor if no injunction is asked, 143, 149.
because patent has expired, 40.
and does not hold infringer trustee, so as to support juris-
diction, 15, 25, 44.
has jurisdiction though patent expires soon after bill filed,
34.
See FepeErarn CourTs; JURISDICTION; ACCOUNT.
but may not grant injunection, 4.
See INJUNCTION.
has no jurisdiction if license exists, 18, 28, 72, 73, 74, 85,
86, 93, 113, 114, 127.
but has if license is forfeited, 22, 23, 85, 86.
See FEDERAL CoURTS; JURrIsSpICTION: LICENSE.
has jurisdiction to enjoin violation of contract, 196.
may grant injunction, without trial at law, 72, 73, 195.
may order infringing machine destroyed, 17.
when grants preliminary injunction, 151.
See INJUNCTION.
bill in, on two patents. is good, 69.
See BinL 1Ny Equrry.
gpecial plea in, when, 192.
See PLEADING.
decree in, for injunction and account, not final, 10, 12.
See DECREE.
measure of damages in, 14.
royalty when, 14, 15,
gains and profits when, 14, 15, 25, 26, 115, 116, 149, 188.
license fee, when, 15,
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EQUITY IN PATENT SUITS — continued.
profits and damages both, when, 135, 30, 152.
See DDAMAGES.
EQUIVALENTS, what are, 31, 40, 59, 68
are covered by patent, 157.
See PATENT.
apply to combiunation, 89, 45, 68, 69, 190, 191.
when not to process patents, 45.
See COMBINATION; Procrss; Ruissue.
ESTOPPEL, how far disclaimer may be, 110.
See DISCLAIMER.
by waiver of claim in record, 29.
by description in claim, 43, 108, 121.
See CLAIM.
by delay, from claiming reissue, 103.
after adverse rights have accrued, 104.
See REISSUE; ABANDONMENT,;, DELAY.
by silence, 39.
by enforcing contract of license, 16.
by sale of patent right, 57.
. by sale of machine, 77.
carries after acquired title, 57.
prevents prosecution for infringement, 77.
See WARRANTY; TITLE.
by previous judgment, 181.
See DECREE; JUDGMENT.
EVIDENXNCE, of prior knowledge and use, 36, 63.
of prior use, burden is on defendant, 37, 88.
if his is conflicting, is insufficient, 45, 100.
should be strictly serutinized, 100.
See PR1OR KNOoWLEDGE AxND UsE.
of damages, plaintiff must give, 17, 18.
by proving license fee, when, 18.
See DAMAGES.

of abandonment, solicitor’s neglect, when is not, 6.

See ABANDONMENT; DRLAY; NEGLIGENCE.
extrinsic, when used to explain patent, 11, 17.
See PATERT™ CONSTRUCTION OF.
additionul, in review of commaissioner’s decision, 7.
See COMMISS'ONER.
new, opening cause for, after decree, 24, 2
See PRACTICE.

045
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EXECUTOR, succeeds to license of deceased, when, 146.
See L1CENSE.
EXECUTION, levied on patent right, 3, 204.
See BiLL IN EqQuiTy; EqQuiTy.
EXPERIMEN'TS, may delay application for patent, 105.
incomplete, cannot anticipate complete invention, 73, 152.
See ANTICIPATION; APPLICATION FOR PATENT; PATENT.
EXPIRATION OF PATENT, how it affects jurisdiction in
equity, 34, 143, 149,
See EquitTy; JunrispIcTION; FEpeERAL CouRrts.
how 1t affects right to injunction, 4.
See INJuncrioN; EquITy.

how affected by foreign patent, 9, 54, 60, 71 90, 96, 147,
148, 170, 197, 220.

See FOREIGN PATENT; TERM OF PATENT.
EXTENSION OF PATENT, when passes under assigninent,

31, 83, 63, 89, 145, 155, 167, 225, 228.
may be issued tc assignee, 39.
inchoate right to, is salable, 33.
rights of assiguee under, 19, 20.
by special act of Congress, 3.

See ASSIGNMENT; PATENT.

F.
FACTORY, use in, is public use, 123.
See PusLic Usk.
workman in, when forfeits right to patent, 124.
See LICENSE.
FEDERAL COURTS, have jurisdiction in patent cases only by
- act of Congress, 115.
nature of jurisdiction, 207.
in equity, governed by rules of equity, 50.
See Equity.
have no jurisdiction in equity after patent expires, 34, 50,
5%, 55, §9, 100, 101, 105, 143, 149, 174, 175, 176.
have no jurisdiction of suit based on license, 18, 22, 23, 28,
72,73, 74, 85, 86, 93, 113, 114, 127, 204, 225, 226, 227.
but have if license is forfeited, 22, 23, 72, 73, 74, 85, 86,
93, 113, 114, 127, 232.
See EQuity: JURISDICTION; EXPIRATION OF PATENT.
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FEDERAL COURTS — continued.
not affected by State statute of limitations, 38, 39, 88, 150,
151, 168, 171, 185, 186.
See LIMITATIONS, STATUTE OF.
suit in, against State court receiver, when, 10,

FINAL DECREE, one for injunction and account is not, 10,

196.
See DECREE.

FIRE DEPARTMENT, is agent of city and not accountable
for infringement, 4.
See INFRINGEMENT; DAMAGES.

FOREIGN COUNTRY, use of invention in, wheﬁ a defence,

106.
See Prior Use.

FOREIGN PATENT, how it affects term of United States
patent, 9, 54, 60, 71, 90, 96, 147, 148, 170, 197, 220.
See EXPIRATION OF PATENT; PATENT; TERM OF PATENT.
when perfected, 99, 198.

FOREIGN PUBLICATION, effect of, on United States pafent,
191, 192.
See PriorR KNOWLEDGE AND UsE.

FORFEITURE, of right to patent by delay, 3.
See ABANDONMENT; DELAY; ESTOPPEL.
of license, by breach of covenant, 85, 86.
See LICENSE.

FORMER PATENT, effect of, on later patent for part of same
machine, 30.
See CraiM; EsTOPPEL.

G.

GILL MACHINE, state of art as to, 28.

GOVERNMENT, annulling of patent by, when, 8, 139, 140.
See ANNULLING; PRACTICE.
cannot use patented article without compensation, 103, 214.
See INFRINGEMENT,

GRANTEE, who is, 160.
right to use machine during extended term, 19, 20.
See EXTENSION; PATENT.

GREEN PATENT, construed, 5, 6.
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H.

HAMILTON PATENT INVENTION, referred to, 102.
«« HEIRS,” effect of this word in patent, 193.

L.

IDENTITY of invention, in patent and reissue, decided by the
court, 11, 17,
See REIssUE; COURT.

of invention in interference, 17.
what 18, 56, 57.

IMPROVEMENTS, when patentable, 7, 8.
on combinations, when patentable, 10.
on different machines, when to be included in same patent,
10, 13, 55, 56, 94, 123, 136.
commissioner decides this, 13.
See CoMMISSIONER ; DIFFERENT INVENTIONS.
damages for infringement of, are profits, 78.

INADVERTENCE, as ground for reissue, none given by re-
jected claim, 6, 103, 104.

INFRINGERS, how far joint owners may be, 158.
See JOINT OWNERS; INFRINGEMENT.
not trustee so as to give jurisdiction, 116, 148.
See FEDERAL CoURTS; JURISDICTION.
gets right to use machine by paying full damages and
profits, 154, 155.
See DAMAGES.
vendees of, when not suable, 16.
See InJuNncTION; EQUITY.
purchaser at marshal’s sale, when is, 32, 33.
See INFRINGEMENT.
when joint patentees may be, 35, 158.
when licensee of joint patentees may be, 35.
gheriff by sale of materials 18 not, 184,
pt.rchaser at marshal’s sale, when may be, 33.
county may be, 102, 123.
city may be, 19.
fire department of city, not, 4.
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INFRINGERS — continued.
director of company is not, 112.
agent is not, when, 47,
workman or employee is not, 47.

INFRINGEMENT, what constitutes, 194.
is a question of fact, 106, 224, 225.
requires identity of machines, 17, 212, 213.
of patent on part of machine, 115, 120, 121.
of combination patent, 77, 164, 165, 215, 218, 210.
by use of equivalents, 39, 45, 74, 190, 191.
of subcombinations, 164.
See COMBINATION.
several, when may support several suits, 222,
geveral, when may be included in same bill, 70.
right of action for, barred by surrender of patent, 135.
is intentional and deliberate, when, 181.
of design patent, what is, 76, 77.
right of action for past, does not pass by assignment, 48,
136, 137.
damages for, paid, give no title to machine, 17,
machine may be ordered to be destroyed, 17.
damages and profits give license, 154, 155.
by several, making different parts, 184, 185, 216, 217, 221.
by joint patentees, 35.
by sheriff, selling materials at sale, 184.
by purchaser at marshal’s sale, 33.
county liable for, 102, 123.
city liable for, 19.
but fire department of city not, 4.
director of company, how far personally liable for, 112.
agent not liable for, when, 47.
workman, or employee, when, 47.
suit for, barred by consent of inventor before patent, 123,
124.
what proof of will not support bill in equity, 201.

INJUNCTION, preliminary, not granted when validity of
. patent is doubtful, 80, 103, 184.
when granted, 10, 66, 151.
may be grauted, though no trial at law, 195.
may be refused, though plaintiff has judgment at law, 7.
a8 to granting final, after expiration of patent, 4.
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INJUNCTION — continued.
effect of loss of right to, on jurisdiction, 50, 54, 55, 89,
100, 101.
See FEDERAL CoOURTS; JURISDICTION.
decree for, not final decree, 10.
See DEcrEE; Equrty.
upon suit against vendees of infringer, 16.
See Equity.

INSOLVENCY, assignee in insolvency does not get legal title

to patent, 7.
See ASSIGNMENT.

INTENTION to infringe, proof of; will support bill in equity,
232.
See BiLL 1N EqQuity.

INTEREST, not generally allowed on damages, 114, 139, 140,
141, 152, 195.
except when intentional, or under special circumstances,
114, 139, 14y, 141.
' See DAMAGES.

INTERFERING PATENTS, may both be declared void by
court, 59, 71, 72, 212,
See COURT.

INVENTION, necessary to give patentability, 44, 78, 95, 127,

128, 149, 153, 168, 169, 200, 202, 209,

what is, 168, 169.

differs from mechanical skill, 168, 169.

is property before patent, 105.

patentability of, strictly examined, 7, 8, 78, 196, 200.

See PATENTABILITY.

different, when may be included in same patent, 10, 13, 55,
56, 94, 123, 1386.

commissioner decides this, 13.

See DIFFerENT INVENTIONS:; PATENT; COMMISSIONER.

described and not claimed in previous patent may be

patented, 78, 206.
See EsTOPPELY PATENTABILITY.
priority of, 169.
joint or separate, 10.
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J.

JOINT INVENTOR, who 1s, 10.
JOINT PATENTEES, or owners, not infringers, 33, 158.
JUDGMENT OF CO-ORDINATE COURT, how far followed,
171, 209, 218.
See DECREE.
JUDICIAL NOTICE, of lack of novelty, 23, 24.

JURISDICTION, of federal courts, in equity in patent case,

nature of, 207.

given by act of Congress, 115.

depends on right to injunction, 50, 54, 55, 100, 101, 105,
174, 175, 194, 195, 197, 204.

account alone will not support, 50, 64, 55, §9, 100, 101, 174,
175, 176, 182, 195, 197.

does not exist after expiration of patent, 34, 40, 143, 149,
175, 176.

none based upon Infringer as trustee, 15, 25, 44, 116.
See BiLL 1N Equity; Equiry: FEprraL COURT.

in patent cases, how affected by an existing license, 18, 22,
23, 28, 72, 73, 74, 85, 86, 93, 113, 114, 127, 203, 204, 225,
226, 227.

K.
KING PATENTYT, reissue, No. 3,000, construed, 108.

L.

LACHES, in claiming reissue, 103, 104.
See ABANDONMENT; DELAY; NEGLIGENCE.
effect of, on account of profits, 144.
See DDAMAGES.

LEATHER PEBBLING MACHINE, patent for, 205.

LEGAL TITILE, to patent, cannot be conveyed by receiver, 76.
veats in assignee when patent is issued, 62.
See ASSIGNMENT.

LICENSE, differs from assignment, 64.
how far personal, 84, 146, 210, 211.
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LICENSE — continued.
must be to assigns, to be assignable, 210, 211.
divisibility of, depends on its terms, 22.
if to corporation and not assignable, ends with dissolation
of corporation, 84.
See ASSIGNMENT.
limited as to locality, effect of, 87, 88, 126.
on use of machine, 1, 2, 3.
as to selling old goods, 84.
forfeited by breach of covenant, 85, 86.
revolked by notice, 84.
when inferred from relation of parties, 32.
when presumed, 1:24.
may be pleaded with general issue, 46, 55, 117.
or denial of validity of patent, 55, 117.
how far 1s an estoppel, 117.
See PLEapING; PracTICE; EsTOPPEL.
fee is proper measure of damages, when, 14, 15, 18, 182,
as affecting jurisdiction of Federal Courts, 18, 22, 23, 28,
72, 73,74, 85, 86, 93. 113, 114, 127, 203, 204, 225, 226, 227.
See FEperar Courts; JURISDICTION.
when suit may be in licensee’s own name, 64, 218.

LICENSEE, may sue patentee when, 113, 203.
may sue in his own name when, 64, 218.
may join as plaintiff, 83.
of joint patentee is not infringer, 35.
to use, effect of sale by, 228.
See INFRINGEMENT; Practice; Birn 1N EqQuity.

LIMITATIONS, State statute, effect of, on suit in federal
courts, 38, 39, 88, 150, 151, 168, 171, 185, 186.
See FEDERALCOURTS.
to application for patent, after two years’ sale, 5.
See Prior UskE.

»

M.

MACHINE, improvements on, when patentable, 7, 8, 10.
See IMPROVEMENTS.
in interference, identity of, 17, 56, 57.
See PATENT.
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MACHINE — continued.

mode of operating when part of invention, 18, 27,

See PATENT.

infringing, may be ordered delivered up for destruction, 17.

MANUFACTURE, article of, when patentable, 198, 199, 200.
' See PATENTABILITY.
MARSIIAL’S SALE, purchaser at, when infringer, 33.
See INFRINGER; INFRINGEMENT.

MASTER'S FEES, for accounting, paid by defendant, 21.
See DAMAGES.
~ report, on exception to, court may dismiss bill, 59.
See BinL 1x EquiIty.
MEASURE OF DAMAGES. See DaMaGEs.

METIIOD, is equivalent to process, 138.
may be patented as such, 30.
when part of invention, 18, 27.
See Process; PATENT.
MODEL, of mfringing machine, not part of plaintifi's costs,
100, 231.
of plaintiff’s machine may be part of defendant’s costs, 87.

MULTIFARIOUSNESS, when bill in equity is bad for, 191.
See BiLn 1IN EqQuiry.

N.

NEGLIGENCE, what is, 51.
of solicitor, when acts as abandonment, 3, 16, 53.
See ABANDONMENT; DELAY; ANTICIPATION.
in filing disclaimer, must be set up in answer, 26.
See DISCLAIMER.
NEW DEFENCE, when cause will be reopened for, 173.

NEW MATTER, what will invalidate reissue, 161.
See REISSUE.

NICIHHOLSON INVENTION, described, 53.
NITRO-GLYCERINE, patent for construed, 163.
NOMINAL DAMAGES. See DaMaceEs.

NOTICE, judicial, taken of ice-cream freezer, 23, 24.
of revocation of license, effect of, 8%.
given by record of assignment, 21.
Ses ASSIGNMENT; LICENSE.
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NOVELTY, necessary to patentability, 12, 149, 153, 179.
of elements of combination, 12.
of old elements to new use, 206.
how affected by earlier patents, 61.
want of, must be set up by answer, 165.
See PATENTABILITY; PRIOR KNOWLEDGE AND USE.

0.

OATH, to application, fault in, cured by issuing patent, 192,
222,

See APPLICATION.

OLD ELEMENTS, when patentable in combination, 12.
See COMBINATION.

P.

PATENT FOR INVENTION, similarity to land patent, 141,
142.
may be for process or product, 27, 30, 36, 38, 42, 50, V3. 74,
112, 126, 135, 142, 147, 177, 188, 189, 200, 209, 216, 231.
See Process; PropucT; PATENTABILITY.
must describe product if that is claimed, 36.
not for principle, 27, 42, 112, 210.
See PATENTABILITY.
nor for application of element of nature, 146.
nor for mere mode of operation, 27.
See PATENTABILITY.
right to, barred by sale for two years, 5, 40.
or by public use for same time, 37, 40, 51, 52, 53, 125, 205.
but Congress may grant, after two years’ use, 19.
See Pusric Use; SarLk; Usk,
application for, amendment of, 167, 168.
right to, forfeited by delay, when, 3, 105.
successive applications, how treated, 13, 14, 19.
See APPLICATION; ABANDONMENT; DELAY; NEGLIGENCE.
may include distinet inventions, when, 10, 13, 55, 56, 94,
123, 136, 233.
See DIFFERENT INVENTIONS ; INVENTION; COMMIBSIONER,

i
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PATENT FOR INVENTION — continued.
construction of, limited by claim, 47, 107, 108, 140.
illustrated by the specification, drawings, and models, 18,
22, 26, 27, 48, 107, 108.
See CLAIM.
also limited by subject-matter, 197.
primary, liberally construed, 109, 118, 125, 168.
covers all forms of same invention, 229.
or equivalents, 157.
for result, includes process, 135.
See EQUIVALENTS; PATENTABILITY: PROCESS.
informality of oath to application for, effect of, 79, 94, 192.
See OATH; APPLICATION FOR PATENT.
may be 3peclally extended by act of Congress, 3.
See Act oF CONGRESS.
term of, how affected by foreign patent, 9, 59, 60, 71, 90,
96, 147, 148,
See FOREIGN PATENT.
expiration of, affects jurisdiction in equity, 4, 175, 176.
after suit began, does not, 175, 176.
See JurispictioN; Feperar Courrs; Equiry.
can only be annulled by government, 8, 14, 139, 140, 178.
See GOVERNMENT.
if void, valid may be 1ssued, 79.
void when patentee not citizen, 33.
or application is amended after applicant’s death, 51.
does not exempt from State police laws, 152.
government cannot use without compensating, 103.
legal title to, does not pass to assignee in insolvency, by
general assignment, 7.
legal title to, cannot be conveyed by receiver, 76.
but equitable may, 76.
See ASSIGNMENT.
may be taken by creditor, by bill in equity, 3.
See BiLr iN Equity.
when can be sold on execnticn, 204.
on death of patentee, goes to administrator, 133.
may be issued to assignee of record, 186.
See RECORD.
validity of, may be tried in equity, 72, 73.
as well as at law, 72, 73.
several may be included in same bill, when, 191.
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PATENT FOR INVENTION — continued,
cannot be expanded by reissue, 11, 17,
See REISSUE.
invalidity of, and license, when consistent defences, 16, 178.
See PLEADING; PRACTICE.
PATENTABILITY, as to, 110, 155, 220.
requires novelty, 12, 179.
is question of law, 118, 119,
not conclusively 'settled by commaissioner, when, 118.
is strictly examined, 7, 8, 196, 200.
when examinable by the court, 178, 196, 200.
cannot be granted for new mode of operation, 27.
nor for a principle, 27, 42, 112, 210.
nor for an application of an element of nature to practice,
146.
may be for a product, when, 27, 38, 42, 50, 73, 74, 112, 126,
198, 199, 200, 210. '
or articles of manufacture, 198, 199, 200.
or & process, 3V, 36, 42, 73, 74, 126, 135, 142, 147, 177, 209,
210, 231.
or a method or art, as a process, 36.
requires invenfive genius, 44 78, 95, 127, 128, 149, 153, 168,
169, 200, 202, 209.
See INVENTION.
mere utility, how far a test, 54, 95, 110, 190, 198, 202.
mere mechanical sgkill 18 not, 200, 201.
of invention described in prior patent to same patentee, 11,
78, 206.
slight change in machine may be patentable, 102.
of combination of old elements, when, 10, 12, 58, 81, 82,
83, 117, 156, 157, 169.
of substitutes in a process or machine, when, 38, 45, 92, 93,
97, 98, 99, 109, 184, 199, 200.
of change 1n location of a part, 122
charge of Mr. Justice Nelson, as to, 125.
of double use, 99, 153, 154, 172.
PLEADING, as to special pleas, with gene1a1 1ssue, 17, 79, 192,
224,
special pleas of license consistent with denial of validity of
patent, when, 16, 17, 46, 55, 117, 178.
bill in equity, when not multifarious, though including
several patents, 69, 96, 142, 143, 145, 146, 191.
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PLEADING — continued.
alleging several infringements, 70.
See BiLr N EquiIry.
plea not overruled by answer, when, 203.
See DeEMURRER; EqQuiTty.
PRACTICE, as to preliminary injunction, 80.
when defendant should give bond, 80, 177.
See InsuxncrioN; Equiry.
as to district in which to sue a corporation, 46, 159, 166,
186, 224.
See CorPORATION; BIiLL IN EqQuirty.
as to filing disclaimer, 61.
neglect to, must be set up 1n answer, 26.
effect of filing disclaimer, G0.
See DiscLAIMER; Crama; Cosrts.
as to dismissing bill, 33, 51, 59, 84, 19G.
See BiLL 1N Equiry; Courr,
as to suit by assignee, when in his own name, 62, 63, 64,
101, 137, 143, 160.
See ASSIGNMENT; ASSIGNEE.
plaintiff must be owner of patent, 101, 137, 143.
when licensee should be joined, 83.
as to suit aga.ust State court receiver, 10,

as to compelling plaintiff to elect one of several suits, 221,
9990

Al vged il W

as to deeclaring patents void, 71, 72.

See EQuUiITy.
master’s fees to be paid by defendant, 21.

See MASTER.
as to opening cauge for new evidence, 24, 25, 173.
as to new evidence in reviewing commissioner’s decision, 7.

See COMMISSIONER.
as to evidence of prior use, 64.
names of witnesses not given, 171.
evidence of prior use admissible under denial of priority of
invention, if not objected to, 219.
want of novelty must be notified by defendant, 165.
as to amending answer, 1786.
as to final decree, what is, 10, 12.
See DECREE; JUDGMENT.

as to effect of decisions of other courts, 4, 5, 75, 76.

See DECREE; JUDGMENT.
17
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PRACTICE — coniinued.
plaintiff must prove damages, 17, 18.
| See DAMAGES.
compelling defendant to disclose contracts, 211.
as to granting injunction after expiration of patent, 4.
See EQuiTy; JURISDICTION; FEPERAL CoOURTS.
of suit to annul a patent, 8.

PRELIMINARY INJUNCTION. See Insuxcrion; PraAc-
TICE.

PRESUMPTION, none, of damages, 18.
See DAMAGES.

PRINCIPLE OF NATURE, not patentable, 27, 42, 112, 210.
See PATENTABILITY.

PRIMARY PATENT, liberally construed, 109, 118, 125, 168.
See PATENT.

PRIOR DESCRIPTION, of invention in patent to same in-
ventor, effect of, 11, 78, 200.
See PATENTABILITY.
PRIOR INVENTION, what is necessary to anticipate a patent,
53, 169, 190, 222,
See ANTICIPATION; DELAY; NEGLIGENCE.
PRIOR KNOWLEDGE AND USE, what evidence will prove,
36, 63, 120. ) |
must be notified in answer, 171, 208, 219.
namee of witnesses to, need not be given, 62, 121, 158, 159,
171, 173, 229.
burden of proof of, is on defendant, 37, 68, 220.
must be established beyond reasonable doubt, 387, 149, 150,
155, 185, 218, 219, 230, 231.
as to credibility of witnesses, 64, 230.
in foreign country, efiect of, 106, 191, 192,
See ANTICIPATION.
PRIOR PUBLICATION, as to anticipation, 34, 38, 49.
See Prior KNowLEDGE AND USE; ANTICIPATION.

PRIOR USE. See Prior KNOWLEDGE AND USE.

PROCESS, what is, 36, 42, 208, 210.
is patentable, 30, 36, 42, 1385, 142, 147, 177, 208, 210, 231.
is a useful art, 42.
equivalent to method, 42.
substitution in, may be patentable, 45.
patent for, may include product, 73, 74, 126.
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PROCESS — continued.
but should distinguish it, 73, 74.
cannot be reissued for compound, 104, 120, 162, 163.
See REISSUE.
differs from machine patent, 30, 162.
and product, may be claimed in reissue, 177.
of making artificial teeth, 75.
See PATENTABILITY ; PropucT; PATENT ; PRINCIPLE;
REISSUE.

PRODUCT, when patentable, 27, 38, 42, 50, 73, 74, 112, 126,
198, 199, 200, 210.
and process, may both be patented, 126.
patent must describe both distinctly, 36, 73, 74.
See PATENTABILITY; PATENT; PROCESS; PRINCIPLE.

PROFITS, when measure of damages, 14, 15.
must be proved by plaintiff, 17, 18.
if not, he gets only nominal damages, 17.
are not cash balances, 32.
but the advantages gained by using the machine, 32.
do not carry interest, 114.
unless infringement was intentional, 114.
rule as to, 127.
* See DAMAGES; INFRINGEMENT; ACCOUNT.

PROPERTY, in invention before patent, 105.

PUBLIC USE, use in a factory is, 123.
- See UskE.
Congress may grant patent, after two years’ use, 18, 19.
See Act OF CONGRESS.

PUNITIVE DAMAGES, when allowed, 122,
See DAMAGES.

PURCHASER, of patented machine, limited as to sale, when,

87, 88.
See LICENSE.

at marshal’s sale, when infringer, 33.
See INFRINGEMENT.

R.

REASONABLE DOUBT, on question of prior use, is against
defendant, 37, 45.
See PRIor KNOWLEDGE AND USE. .
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RECEIVER, when may be sued, 10, 86.

See FEpERAL CounrTs.
cannot convey legal title to patent, 76.
See ASSIGNMENT.

RECORD, of assignment, effect of, 21, 158.

See ASSIGNMENT.

REFRIGERATORS, patent for, held invalid, 172.
REISSUE, was grantable before any act of Congress, 79, 193.

See CoONGRES8; AcT oF CONGRESS; PATENT.

as to validity of, 9 11, 103, 104.

what it may clain, 11, 106.

must be for same invention as described in the original
patent, and cannot enlarge it, 11, 17, 27, 28, 30, 31, 41,
49, 84, 109, 153, 134, 161, 162, 163, 1G5, 179, 180, 181,
189, 190, 194, 207, 208, 210, 229, 231, 234.

except when commissioner’s mistake limits it, 137, 138.

but if by mistake or inadvertence the original patent does
not describe the invention, a reissue may enlarge it, 118,
119, 128, 129, 132, 133, 234.

delay in ciaiming is laches, 41, 103, 118, 119, 128, 129,
130, 131, 132, 134, 230.

See ABANDONMENT; DrELAY; NEGLIGENCE.

may omit part of invention when, 31, 44, 49, 61, 67, 68, 69.

can never omit anything essential, 179.

effect of inserting rejected claim in, 6, 41, 87, 111, 144, 193,
194, 199.

is presumed to be for same invention as original patent, 205.

bhow far court may determine this by comparison of original
and reissue, 17, 58, 65, 66, 150, 162, 188, 189, 190, 192,
194, 205.

what is new matter in, 161, 162, 163.

rule as to, strictly construed, 191.

not granted for everything suggested in original patent, 191.

as to, in case of combination patent, 42, 67, 68, 69, 91.

how far granting is conclusive of validity, 92, 107, 118, 166,
206, 208, 222,

See COMMISSIONER.
may claim product distinet from process, 162, 163, 177.
See Process; Propucr.
if process not claimed, how far abandoned, 104, 120.
See PROCESS; ABANDONMENT.
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REISSUE — continued.

may be valid as to claim, same as in original patent, though
imvalid as to others, 60, 61, 73, 78.
how affected by public use, 205, 233.
by foreign patent, 9.
REJECTED CLAIM, when may be included in reissue, 111.

is not inadvertence, or mistake, to justify a reissue, 111,
144.
See REISSUE.

RENEWAL, when passes by assignment, 167.

REPEAL OF PATENT, proceedings for, 230.
See ANNULLING PATENT.
REVOCATION OF LICENSE, by notice, 84.
See LICENSE.
RICHARDSON PATENT, sustained, 6.
RIGHT TO PATENT, lost by sale two years before applica-
tion, &
See SALr; Prior Usk; PATENT.

ROYALTY, when proper measure of damages, 14, 15.
See DAMAGES.

S.

SALARIES, of managing officers of defendant corporation, 177.

SALE, for two years before application, a bar, 3, 40.
is presumed not to be experimental use, 51, 52, 53.
See Usk; Prior XNOWLEDGE AND Usg; Pusric Use; PATENT.
of patented article takes it out of monopoly, 2, 19, 134.
but if locally limited, eﬁect of, 1, 2, 3, 20, 87, 126, 228.
of infringing article, 2
of machine, though mthout title, 1s estoppel against suit
for infy mgement 7.
and draws after acquired title, 57, 77.
See ESTOPPEL.

SERVICE, insufficient, as ground of dismissing bill, 84.
See BirLn 1N Equity; PRACTICE.

SHERIFF, sale by, of materials of machine, not infringement,
184.

Seé INFRINGER; INFRINGEMENT.
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SILENCE, when 1s estoppel, 39.
See ESTOPPEL.
SIMPLICITY OF CONSTRUCTION, favored by patent law,
108.

SOLE INVENTOR, who 1s, 10.
See INVENTOR.

SOLICITOR, mistakke of, effect, on reissue, 119.
See RREISSUE.
negligence of, not abandonment, 16.
See ABANDONMENT; DEIAY.
SPECIAL ACTS OF COXNGRESS, extending patent, 3.
granting patents, 56.
effect on assignment, 65.
See Act OoF CONGRESS; CONGRESS.
SPECIAL PLEAS, when praper, 17.
Sea Pi.EADING.
SPECIFICATION, insufficient, is defenoce to suit for infringe-
ment, 79, 80, 116, 223.
illustrates construction of claim, 18, 22, 26, 27, 48, 107, 108.
See CraiM; PATENT.
when drawings may accompany, 21.
STAPLE, of corrugated iron, why patentable, 173, 174.

STATE POLICE LAWS, not superseded by patent, 152.
See PATENT.

STATE OF THE ART, as affecting novelty, 165.
See Prl1oR KNOWLEDGE AND USE; ANTICIPATION.

STATUTE OF LIMiTATIONS, State, effect of, in federal
courts, 38, 39, 88, 150, 151, 168, 171, 185, 186.
See FEDERAL COURTS; LIMITATIONS.

STEEL PLATES, substitute for copper in engraving, 109.

SUBCOMBINATIONS, when patentable, 221.
See COMBINATION.
SUBSTITUTION, effect of, on infringement of combination
patent, 77.
See COMBINATION. .
of new materials in machine, when patentable, 31, 83, 44,
92, 93, 97, 95, 99, 109, 199, 200, 2086.
See PATENTABILITY.,
in a process, 45.
See PATENTABILITY.
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SUCCESSIVE APPLICATIONS, as one continuous one, 13,
14, 19.
See ArpPLICATION; PATENT; ABANDONMENT: DELAY.
SUIT, by assignee in his own name, when, 62, 63, 64.
See ASSIGNEE; ASSIGNMENT; PRACTICE,
against State court receiver, 10.
See RECEIVER.
agalnst corporation, in what district, 166, 186.
See CORPORATION; PRACTICE.
dependent on license, is not within the jurisdiction of
federal courts, 18, 22, 23, 28, 72, 73, 74, 85, 86, 93, 113,
114, 127, 204, 225, 226, 227.
but is if the license is forfeited, 22, 23, 72, 73, 74, 85, 86,
93, 113, 114, 127, 232.
See I'EpDERAL COURTs; JURISDICTION.
SURETIES, must be, on defendant’s bond, 177.
see PRACTICE. -'
SURRENDER of patent bars right to sue for infringements,
135.
See INFRINGEMENTS.

T.

TAYLOR PATENT, construed, 44.

TERM OF PATENT, how affected by foreign prior patent to
same inventor, 9, 59, 60, 71, 90, 96, 147, 148, 170, 197,
220.
See FOREIGN PATENT; PATENT; JURISDICTION.

TERRITORIAL LICENSE, effect of, on purchaser, 87, 88.
See LICENSE: SALE.

TITLE, legal, cannot be conveyed by receiver, 76.
equitable, may, 76.
See RECEIVER,

TRUSTEE, how far infringer is, 135, 25, 44, 116.
See INFRINGER ; JURISDICTION: FEDERAL CourTts: EQUITY.

TWO YEARS’ USE, bars right to a patent, 37, 125.
out Congress may grant one, 19.
See PusLic Use; PrioR KNOWLEDGE AND USE; SALE;
ABANDONMENT; DELAY.
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U.

UNITED STATES cannot use patented article without paying
for 1t, 103.
See INFRINGEMENT.
sults In name of, 8§, 14

See PRACTICE; ANNULLING PATENT.

USE, prior to application for two years, bars right to patent, 37,
40, 125.
not if experimental, 51, 52, 53.
sale 1s not experimental use, 51, 52, 53.
public, effect on patent, 205.
in a factory is public, 123.

L. . T,

oo 1UpLiC USE; PATENT.
double, not patentable, 24, 99.
right to, includes right to make, 203.
or to repalr, 225, 228.
abnormal, as tc anticipation, 34.

See ANTICIDATION.

new, is pateniable though machine old, when, 12, 206.
See PATENTABILITY.

outside of limited locality, 1, 2, 3.
See LLICENSE; SALE.

« USEFUL ART,” includes process of manufacture, 42.
See Process.

UTILITY, as test of patentability, 54, 110, 190, 198, 202.
See PATENTABILITY.

V.

VALIDITY OF PATENT. See PATENT.

VENDEES OF INFRINGER, suit as to, 186.
See INFRINGEMENT; EquiTy.

VOID PATENT, may be replaced by valid one, 79.
See REISSUE.
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W,

WARRANTY OF TITLE, by sale, 57.
See SALE.

WELLS INVENTION, state of the art as to, 28.
WOOD PAPER PATENT, construed, 24.

WORKMAN, not an infringer, 47, 183.
See INFRINGER.
when forfeits right to patent, 124, 125.
See PATENT; 1 JENSE.

.
v M .
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