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show that in the past the Privy Council has refused to post-
pone the public’s right to the enjoyment of an invention
except under very special circumstances, and there is no
reason for supposing that the judges of the High Court will
depart from this precedent.

In considering the merit of an invention, the Court will
not go into the question of validity. Utility, on the other
hand, is all-important, and one of the difficulties which the
petitioner has usually to overcome is to rebut the presump-
tion of non-utility which arises from the non-success of the
invention. ‘The petitioner must be furnished with strong
evidence on this part of the case and be prepared to show
that the cauvses which militated against success are not
inherent in the invention.

I'or example, its adoption may involve the discarding of
existing plant and machinery, and the erection of new plant
at an outlay which mnanufacturers are loth to incur; or 1t
mayv be of such a character as to appeal to a very limited
section of the public. Thus, where the railway companies
were the patentee’s only possible customers, and the non-
suceess or belated success of the invention was asecribed to
indifference and lack of enterprise on their part, this was
accepted as a satisfactory explanation.

In the case of Parson’s patent, for which an extension
of five years was granted, the failure to win com-
mercial success within the period of the patent was not so
much due to want of enterprise on the part of the publie,
as to the need for prolonged and costly experimentation in
order to surmount the mechanical difficulties involved in the
application of the turbine principle to marine propulsion.

Again, the sheer novelty of the invention may be a bar
to its success, at any rate for a while. This was shown to
be the fact in the case of Cross, Beaven and Beadle’s Petition
for the extension of their patent for viscose. This substance,
which is a soluble form of cellulose, was discovered by the
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petitioners, and was a perfectly new material at the date of
~ the patent. Analogy suggested its use at once for several
obvious purposes; but there were, besides, many less
obvious but important uses, such as the manufacture of
artificial silk, to which it was also applicable; and a con-
siderable amount of time had necessarily to be spent
before these could be ascertained and the tradesin them
croated.

In addition to the public utility of the invention, the
Court will take into account the personal merit of the
inventor. He must show that he has taken energetic
steps to make his invention profitable and to introduce it
into public notice.  Ill-health, litigation or lack of funds
will, however, be accepted as a reasonable excuse for default
in this respect.

Although the merit of importation is admittedly inferior
to that of actual invention, there is a precedent for the
aranting of an extension to a patentee who 1s only an
importer.

The question of what is adequate remuneration is always
one of the greatest difficulty. It is almost hopeless to
attempt to appraise the value of an mvention or to assess,
even approximately, the amount of remuneration 1t deserves.
Refusul to grant an extension has 1 the past usually been
based on other grounds than that the remuneration has
been inadequate. No universal rule can be laid down.
Granting that the invention is meritorious enough to justify
extension at all, remuneration to be adequate is bound to
be on a fairly liberal scale. Hitherto, £20,000 has been
the largest sum held to be insufficient for the inventor’s
deserts.

In laying his case before the Court, it 1s the duty of the
petitioner to satisfy it as to the actual amount of profit he
has realised from his invention. For this purpose he must
submit the fullest accounts which it is in his power to
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render. Faulty or inadequate accounts have in many cases
proved to be the rock upon which the petition has foundered.
The rule 18 that the petitioner seeking the grace and favour
of the Crown is bound to strict truth and the utmost
candour and frankness. He should therefore put the Court
in possession of all the facts, and give a complete history of
his dealings witl the patent from its inception down to the
latest period for which accounts are obtainable. If he
manufactures and sells other goods besides the patented
article, the accounts should show to what oxtent his
ordinary manufacturing profit has been due to the patent.
Profits from foreign patents, profits derived from working
by licence and profits renlised by the sale or working of
subsidiary inventions are all relevant to the inquiry, and
should all be fully disclosed in the accounts. The state-
ment must show the profits or losses made year by year.
Under the head of expenditure must be shown the actual
money expended ; estimates will not be acecepted. Iurther,
the accounts must be presented in such a shape that it 18
apparent on the iface of them what remuneration the
patentee has received in respect of the patent for which
extension 18 sought.

In arriving at the net profit, the petitioner 18 allowed to
melude in deductions from gross profits a reasonable
amount of remuneration for his own time and labour spent
1In working and pushing the invention.

The petitioner need not necessarily be the imventor; an
assignee or any other person who is for the time being
entitled to the benefit of the patent 13 equally competent to
apply for extemsion. But the Court will only grant an
extension to an assignee, where 1t 1s assured that the
original inventor will directly or indirectly benefit thereby,
and where the assignee has assisted the inventor with funds
or otherwise in perfecting or exploiting his mmvention. An
extension will not be granted when the original inventor

I.D, 0
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has died after having made an assignment of all his interest
in the patent, so that neither he nor his estate can derive
any advantage from the extension.

A company, or any other assignee, who has acquired a
patont purely as a commercial adventure, is not entitled
to prolongation on the ground of failure to make profits,
when the inventor himself could have no legitimate
interest in making such an application. But the cuse
18 difforent when, as was shown i1n Parson's Petition,
the interests of the inventor are bound up with those of
the company, and the company can claim the merit of
having assisted in the develcpment and introduction of the
Invention.

Thue period for which extension will be granted depends
mainly upon the character of the invention. In rare
cases an extension of 10 years has been allowed. Thus,
in Stoney’s Detition, where the invention related to sluices
and flood gates for controlling the flow of water in canals,
the chances of its use being extremely limited and depending
11 o great mensure upon the construction of fresh canals,
& long period seemed to be necessary to give the patentee
o fair prospect of remuneration. Similarly in the case of
Curric and 1immis’s Patent, which related to the working
of railway signals by electricity, an extension of 10 years
was granted in view of the great difficulty that always
exists in getting an invention of that character adopted,
and the certainty that it could only be very gradually
introduced and, perhaps, only in the case of new rallways.

Seven years has been granted in a few instances, but
latterly the longest period of extension, even for such
meritorious inventions as the turbine or the discovery of
viscose, has been a period of five years. The usual
practice in granting an extension 1is to seal a fresh patent

to run for the period allowed.
The costs are entirely in the discretion of the Court. In



PROLONGATION., 196

the past, the practice has been to encourage fair opposi-
tion, in the interest of public policy, by awarding such
costs to successful opponents ns may be a reasonable con-
tribution to the expenses to which they have been put.
They are usually awarded in a lump sum, to be divided
amongst the opponents where there are several.

0o 2



CHAPTER XAVIIL
MIBCELLANEOUS,

Ty Parent Orrick.

Tur Patent Oftice 18 situated ol 25, Southawmpton
Buildings, Chancery Lane, W.C., and is presided over by
the Comptroller-General of Patents, Designs and 'Prade
Marks, assisted by the Chief Examiner and a numerous
staff of examiners and clerks of various grades. It is under
the immediate control of the Bonrd of Trade, which from
time to time issues Rules regulating thee practice of the
Oftice. T'hese Rules, being authorised by Act of Parlinment,
have the same force and effect as if they formed part of the
Act itself. A useful résume of the practice 18 published by
the Patent Office under the title ¢ Instructions to Applicants
for Patents.”

The routine of the Patent Oftice, in so fur as it directly
affects the patentee, has already been discussed in the
course of the preceding chapters ; for a fuller insight into its
inner working the reader is referred to the Comptroller-
General’s Annual Report, which furnishes a mass of detailed
information bearing on the general administration of the
Patent Office and the use made of if by the public. From
this report it will be seen that, regarded as a lucrative
department of the Board of Trade, the Patent Office iz an
eminently prosperous concern. In spite of its heavy working
expenses, considerably augmented recently by exteusions
to premises and increase of staff, it nevertheless contrives
lo hand over to the LKxchequer a yearly profit amounting
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on an average L0 .£100,000. This sum is prineipally derived
rom fees paid upon patents, which, in 19006, exceeded
£950,000; designs and trade marks in the same year con-
tributing an additional £20,000.

As some misapprehension exists in regard to the scope of
the functions of the FPatent Office, it may be mentioned
here that it does not undertake to give legal advice or
opinions in patent matters; to do this would be to encroach
upon the province of professional men. Nor will it examine
specifications or make searches before an application has
been filed. Neither is it within the power of the Comptroller
to give pecuniary assistance to enable indigent inventors to
obtain pateuts, or to reduce or remit any of the preseribed
fees.

The Office refuses also to recommend any particular
patent agent for employment by an applicant.

PATENT OrrickE LIBRARY AND PUBLICATIONS.

Attached to the Patent Office is a free public library,
open daily from 10 a.m. to 10 p.m., except on Sundays and
Bank Holidays.

In addition to a complete collection of British specifica-
tions, supplemented by name and subject-matter indexes
and abridgments of specifications, the library contains the
full or abridged patent specifications of all the most impor-
tant foreign countries, also the leading British and foreign
scientific journals, transactions of learned societies, and
text-hooks of Science and Art.

In searching for the invention of any particular person,
the Name Indexes, published as part of the Illustrated
Ofticial Journal of Patents, should be consulted.

Where only the subject-matter of the invention is known,
the Abridgment Class and Index Key should be first referred
to, to ascertain where the subject-matter is classified in the
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Patent Offico publications. The whole range of palentable
inventions 18 divided into 146 classes. Having ascertained
to which class the invention belongs, the corresponding
volumes of Abridgments of Specifications, ench of which is
furnished with name and subject-matter indexes, should
then be examined. In the case of recent specifications for
which abridgment volumes have not yet been published,
the annual and monthly subject-matter indexes and the
[llustrated Official Journal must he consulted.

British speecifications can be. purchased at the Sale
Branch of the Patent Office for the uniform price of 8d.
cach. TIoreign and coloninl specifications can only he
obtained by applying to the patent office of the country in
which the patent was granted.

Ilustrated volumes of Abridgments of Specifications may
be bought for 1s. per volume. At present there are ten of
these volumes, covering the period from 1617 to 1908, in
each of the 146 classes. Anyone wishing to keep himself
abreast of the march of mvention in his own particular
field of work cannot do better than procure and study these
Abridgments from time to time as the sections are published

PATENT AGENTS.

Patent agents, properly so called, form a small and well-
defined coterie of practitioners, qualified to advise inventors
in all matters relating to patents. At the beginning of
1907, the total number on the register was 255.

Prior to 1888 anyone, no matter how little qualitied he
might be, was at liberty to designate himself a ¢ patent
agent.” In that year, however, an Act was passed prohi-
biting any person from so describing himself unless he is
registered as a patent agent in pursuance of the Act, and
making any person who falsely assumes the title of * patent
agent " liable, on summary convietion, to a fine, not
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exceeding £20. Persons practising bond fide as patent
agents prior to the passing of the Act were entitled to be
registered without further evidence of their competonce;
but subsequently admission to the roll of patent agents has
been confined fo those who have qualified themselves by
passing the examinations preseribed by the Chartered
Institute of Patent Agents, an association founded in 1882
and incorporated in 1891. I'ellows of the Institute are
entitled to describe themselves as ‘‘ Chartered Patent
Agents.'

The patent agent’s business is to prepare specifications,
to act as intermediary between the inventor and the Patent
Office in the various stages of application, to malie searches
for novelty and to advise generally in all dealings with
patents. In cases of opposition, he may appear i the
Comptroller’s Court and argue the matter on behalf of his
client. He also usually undertakes, when the patent has
been procured, to keep the inventor informed as to the
date when the renewal fees full due.

If the inventor contemplates taking out foreign patents,
he should place himself in the hands of a firm that is in
communication with reliable agents in the principal foreign
countries, through whose instramentality the applications
for foreign patents can be made.

Few applicants for patents can afford to dispense with
the services of a patent agent. Care should be taken, how-
ever, to select an agent or firm that has had wide experience
and, preferably, experience in the particular field of science
to which the invention relates.

The inventor should, as a rule, avold persons who style
themselves “ patent experts,” ‘‘inventors’ agents™ or, In
fact, by any other name than ‘ patent agent”; and all
persons advertising their services in connection with patents
for abnormally low rates should be distrusted.

The charges made by patent agents do not conform, like
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golicitors’ charges, to any fixed standard. Ior a scale of
tho fees that an inventor might expeet a firm of good
standing to charge for obtaining a complete British patent
in n normal ense, see p. 288,

The Comptroller may refuse to recognise ns an agent any
person whoso namo has been cerased from the register of
patent agonts or who has been guilty of misconduct justify-
g erasure. 'This rule applies not only to the case of an
agent acting in his individual capacity, but also where he
18 & member of & firm.

The Comptroller will also refuse to have dealings with
any agent residing outside the United Kingdom.

OFFENCES UNDER THE PATENTS ACT.

Any person who falsely represents that an article sold
by him 1s a patented article, as, for example, by stamping
1t with the word “‘ patent” or “patented,” is liable on sum-
mary conviction to a fine not exceeding £5 for each offence.

Any person who describes his place of business as
‘“ Patent Office,”” or uses other words suggesting that it is
officially connected with the Patent Office, is liable to a
fine not exceeding £20. The same penalty attaches to the
unauthorised assumption of the Royal Arms by the patentec
or others in connection with the sale of a patented article.

“ PATENT MEDICINES.”

The term ‘‘ patent medicine,” which has in the past been
loosely used to signify not only medicine actually protected
by letters patent, but also all manner of unpatented pro-
prietary medicines, may not be legitimately used in this
gense any longer. Any person representing a medicine as
patented when it 18 not, renders himself liable to a penalty
of £5 1n respect of each article bearing such false description.
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The best way to rotain a monopoly in the salo of a
nostrum or specific is to keep the preseription secret and o
sell it under a registered trnde mark,

It should be added that proprietary medicines are subject
to a twofold tax. Any person dealing in them must take
out & licence (5s. a your), and there is also an ad valorem
duty levied upon each bottle, hox or packet of the medicine
sold, in the form of stamps to be procured from the
Secretary of Stamps and Taxes, Inland Revenue, Somerset
House.



CHAPTER XIX.
FOREIGN PATENTS.

IF an invention is worth patenting in Kngland, it is
usually worth patenting in one or more foreign countries.

This generalization must, however, be accepted with
caution, and the policy of applying for foreign patents very
closely scrutinized hefore the inventor incurs the heavy
outlay entailed in patenting abroad on an extensive scale.

But assuming that the policy 18 unquestioned, the
problem that confronts the 1nventor, namely, how ultimately
to profit by his foreign patents, 1s still a perplexing one.
The first point to settle 18 the country or countries in
which protection shall be obtained. T'his must, of course,
depend primarily upon the nature of the invention; but
there are also other considerations which have to be
taken mto account, e¢.g. the commercial status of the
country, 1its established industries, its trade conneections
and so forth.

Indiscriminate patenting in all the principal countries is,
as a rule, sheer waste of money. Of the forty odd countries
(exclusive of British colonies) which grant patents at the
present time, those which are of any value to the KEnglish
inventor from a commereial point of view are comparatively
few. The statistics disclosed in the Comptroller-General’s
Annual Report, showing the number of applications for
patents emanating from various foreign countries, afford a
vary fair indication of the commercial activity of these
countries respectively and their enterprise in regard to
patents. Ranked according to this eriterion, the following
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are the first ton countries which should engage the inventor's
attention.

The United States of Americn, Germany and IFrance
stand out as pre-eminently the most important; then follow
Austrin-Iungary, Switzerland, Belgium, Italy, Sweden,
Russia and Denmark. Amongst British colonies, Australia,
Canadn and New Zealand, as a rule, present the most
hopeful field for patent exploitation. 'The siaple and
established industries of a country are also very relevant
matters for consideration. Ior, where the invention relates
to an industry or manufacture already carried on in that
country, or there 18 demand for the patented article already
existing, negotiation of the patent is comparatively simple,
provided its ufility 18 easily demonstrated or its suecess has
heen proved elsewhere. But to establish new industries
and crente n new demand 1n a foreign conuntry is an under-
taking which few Inventors, occupied as they presumably
are with the same task at home, find themselves able to
cope with successfully.

But even though a country offers no prospect of working
the invention suecessfully on the spot, either through lack
of materials or because of other adverse loeal conditions, it
should not be at once dismissed from the mind as unprotit-
wble from a patenting point of view.

It may still be expedient to take out a patent there,
simply for the sake of securing a close market for the
importation of the patented article from a neighbouring
country, where the facilities for manufacture are greater.

An mproved process for inaking cement may, for
instance, be well worth protecting in a country entirely
devoid of the materinls for cement manufacture. If is
true that a patent used merely as a pretext for
importation and not worked in the country is generally
liable to forfeiture after three years, but in some cases the
advantage reaped during the three years of grace may still



204 PATENTS, DIESIGNS AND TRADE MARKS,

he sufficient to give an abundant return for the expenditure
on the patent.  Moreover, oven after the forfeiture of a
patent in such a case, there 1s nothing to hinder the
mventor from continuing to import. IFor if he has not a
monopoly, he has, at least, the assurance of an open market
for importation. On the other hand, the almost inevitable
consequence of his neglect to patent the invention himself
will be that someone else will patent it to his prejudice.

Again, the selection of the countries in which patents are
to be applied for must be guided, in some measure, by the
plan upon which the inventor intends to dispose of them
when obtnined. Patents are sometimes disposed of to best
advantage by offering them in groups; this is particularly
the vase with inventions relating to articles of internationnl
cormmerce, or where the market i1s controlled by a trade
combination comprising, maybe, manufacturers of different
nationalities. Henee, in determining the countries in which
protection will be sought, it 18 very desirable to take a pre-
limmary survey of the ramifications of the frade under
consideration, and the commercial relationships of the
principal firms or companies engaged in it.

A Freneh manufacturer, for example, who 1mports into
Belgium and Spain will naturally be anxious to acquire the
Belgian and Spanish rights as an adjunet to the IFrench
patent, in order, as far «s possible, to cover the whole area
of his market. On the sume principle a Canadian patent,
though perhaps valueless for the purpose of exploiting
separately, is often of considerable value as a supplement
to the American rights.  Similarly, the closely interwoven
commercial interests of the Germanic countries make it
advisable, as a rule, when a GGerman patent is applied for, to
protect the invention also i Austria and Hungary, and to
dispose of these patents en bloc.

The negotiation of foreign patentsis too vast a subject to
be adequately discussed in these pages; there is, however,
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one observation directly arising out of the foregoing illus-
{rations which may be added with advantage. 'The inventor
must not fall into the mistake of selling his rights for any one
country without carefully considering the effect it will have
on his patents in other countries. This precaution is needed
especially in dealing with inventions relating to articles
in which there is u large international trade. Ior a manu-
fucturer will not, as a rule, purchuse & new machine or
new process unless he can use it throughout his manufuc.
ture, both for foreign markets as well as for his howme trade.
If, therefore, the overhasty disposal of one or more of the
less important foreign patents has had the eftect of closing
the markets in those countries to the prospective purchaser
of the patent in another, perhaps more 1mportant, country,
so that the latter, should he acquire the patent, can only
employ the invention for that portion of his output whiceh
finds its market at home, thet will seriously damage the
value of the patent, if it does not destroy its chance of sale
altogether. In dealing with inventions of this character,
the inventor’s wisest policy is generally unot to sell the
patents outright, but to grant an exclusive right of manu-
faucture t{o the principal manufacturer in each country
logether with a general licence to 1mport, use and sell
the product or manufactured article under the patents in
the various countries to which his trade extends.

Since the adhesion of practically all the mmportant coun-
tries to the Imternmational Convention, the application for
foreign patents is not now a matter of such urgency as it
was formerly. Theinventor can act with more deliberation. .
He has a space of twelve months from the date of filing
his application at home for considering the policy of pro-
tecting his invention abroad, and, in the meanwhile, he
may publish and use it to any extent without prejudicing
his claim to a patent in any of the countries belonging to
the Union.
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Another point which naturally weighs with the inventor,
in considering the application for foreign patents, is the
cost of obtaining the patent and of keeping it alive,
Besides the bare fees payable to the patent office, there arve,
of course, the patent agent’s charges for preparing the
specification in a foreign language to be taken into account.
A list of charges such as would be normally made by a
firm of good standing for obtaining a complete patent
in the more important countries is given in the Table at
the end of Chapter XX.

In many countries the patent office refuses to hold com-
munication with o foreign applicant except through the
medium of a representative domiciled in the country; this
is the rule, for instance, in Germany. But even in countries
where there 1s no legal requirement to this effect, it is advis-
able to deal with the foreign patent nuthorities through such
a local agent. Iinglish firms of patent agents are, as a rule,
- in touch with competent and responsible representatives in
various foreign countries, through whom the application
may be made, and all subsequent business with the patent
office transacted.

But 1t 18 often desiruble to employ these foreign agents as
something more than a mere conduit pipe of communication
with the foreign patent oftice. They naturally have a more
intimate knowledge of the idiosyncrasies of their own
patent laws than many lnglish patent agents can be
expected to possess, and much time and expense would
often-be saved if they were given a freer hand in the drafting
of the specification and claimis so as to meet the require-
ments of their own peculiar practice.

This suggestion is particularly pertinent with reference to
applications in Germany and America, where the ideas of
what constitutes good subject-matter for embodying in a
single application, and the form in which it should be
claimed, differ as widely from the Engligh view as they do
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from one another. Ior instance, in the case of o German
application, instead of sending a copy of the Linglish
specification with claims cut and dried for translution and
filing, the inventor would do well fo transmit to the
German agent through his English agent a full scientific
description of the invention, indicating its novel features and
emphasizing the sulient points desired to be covered by the
claims. With this material before him the German agent
could, assuming him to be competent in his profession,
draft a specification and claims in accordance with the
requirements of German practice. 'I'he draft would of
course be returned to the English agent for correction and
approval. An application framed in this way would run
far less risk of encountering the numerous objections from
the German Oflice that so frequently form a stumbling
block to the British applicant and oceasion him unnecessary
expense and annoyance.

Compulsory working clauses appear in nearly all the
foreign patent codes, the United States being & notable
exception. 'The preseribed period within which the mven-
tion has to be put into operation differs in various countries.
In France and Italy it 1s two years from the granting of the
patent; in Belgium 1t 18 one year from the commencement
of working abroad. On the other haund, Clause I1L. of the
Protocol to the International Convention, as amended by
the Act of Brussels in 1900, stipulates that no patent shall be
revoked for non-working until after the expiration of at least
3 years from the date of application. The British inventor,
therefore, owning patents in France, Italy or Belgium can
avail himself of the greater latitude allowed by the Con-
vention in spite of the domestic laws of these countries.
The danger of revocation, however, for non-working is not
very serious, provided the patentee has honestly endeavoured
to get his invention worked and has not used 1t simply as a
means for retaining a close market for goods manufactured
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und 1mported from abroad. A patentee, who has tried und
failed to got his invention worked, should place the fact on
record by advertising or otherwise publicly signifying his
willingness to sell the patent or to grant licences on reagon-
able terms.  Working by advertisement, as this proceeding
18 sometimes called, is extremely eonmmon and reduces comn-
pulsory working to u very simple mutter. All the patentec
s Lo do is to instruct the foreign representutive to insert
the necessary notices in suitable trade journals ai o reason-
nble Lime before the expiry of the prescribed period. 'The
cost s usually from £5 to £10 1 each country.

The advertisements should of course be preserved and
their insertion ofticially certified, 1n case they may he needed
In future revocution proceedings.

Tne INTERNATIONAL CONVENTION.

The importance of the International Convention, in its
bearing upon the rights of inventors seeking protection in
forelgn countries, calls for a somewhat more detailed account
of its scope and provisions than has hitherto been given.

The * International Convention for the Protection of
Industrial Property 7 was ratified at Paris in 1884. 1t has
since been amended and supplemented by the Act of
Brussels (1900) which came into foree in 1902. Amongst
the countries appearing as original signatories to the Con-
vention the most notable, besides Great DBritain, are
Belgium, France, Italy, Portugal, Spam and Switzerland.
The following countries, with the omission of a few States
of minor importance, have subsequently become members
of the Union :—Norway and Sweden (1885), United States
of America (1887), New Zealand (1891), Denmark (1894),
Japan (1899), Germany (1908), the Commonwealth of
Australia (1907). A complete list of the Convention States
15 given at p. 239.
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The aim of the contracting States 18 to safeguard the
rights of owners of patents, trade marks and designs in
foreign countries, and ay far as possible Lo co-ordinate and
assimilate in certain respects the working of the various
patent systems. The provisions affecting the rights of
patentees are contained in the first five Articles; the
remainder are mainly concerned with trade mark rights.

Articles II. and 1II. stipulate in general terms that in all
matters relating to patents, trade marks and designs, equal
and impartial treatment shall be accorded to citizens and
foreigners, provided the latter are subjects of a contracting
State or are domiciled or have eflective and serious industrial
establishments in the territory of one of the States of the
Union. Article IV. gives the inventor a period of 12
months from the date of his first application, within which
to apply for a patent in any other of the contracting States,
without suffering prejudice by reason of ptblication in the
interim. The English law is brought into conformity with
this requirement by 8. 91 of the Patents and Designs Act,
1907.

The form of application, required by knglish practice to
entitle a foreign patentee to this privilege, has already been
discussed in a foregoing chapter (p. 88).

Each country has its own regulations. In I‘rance and
Belgium the privilege need not be specifically claimed and
no special form of application is required; it is desirable,
however, at any rate to refer to the previous application.
In Germany and ltaly, on the other hand, the claim fo
priority must be specifically made and the date of applica-
tion officially certified.

According to English practice an application under
s. 91 must be in the name of the foreign patentee; in
other countries, however, at least in those that entertain
an application by an assignee, the assignee of the foreign

patentee has an equal right to claim priority under the
P.D. P
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Convention. Article 1V, provides that patents asked for in
the different contracting States by persons admitted to the
benefit of the Convention shall be independent of patents
obtained for the same invention in other States, whether
adherent to the Union or not. Hence a French patent or
n Belgian patent of importation, granted to o British
subject, will not expire upon the lapse of the correspond-
ing British patent, but continue to the full extent of the
original torm.

Article V. states that the introduetion by the patentee
into the country where the patent has been granted of
aricles manufactured in one or other of the States of the
Union shall not entail forfeiture. The patentee, however,
remains subject to the obligation to work his patent in
conformity with the laws of the country into which he
introduces the patented articles. And where, as in
Germany, the patentee is deemed not to have fulfilled this
requirement, unless the bulk of the patented article con-
sumed In Germany i1s manufactured by German labour,
importation on a large scale would be considered incon-
sistent with the adequate discharge of this obligation, and
thus, In an indireet way, might lead to the forfeiture of the
patent.

The Convention is supplemented by a Protocol which, as
amended by the Act of Brussels, provides in Clause 84,
that a patentee shall not suffer revocation by reason of
non-working until the expiration of the minimum term of
3 years from the date of application, and then only if he
falls to justify the cause of his inaction.

As hus already been pointed out, the provisions of the
Convention confliet in several respects with the domestic
legislation of the various countries belonging to the Union.
Considerable misapprehension seems to exist as to the effect
of this confliet, and the question whether an applicant can
safely rely on the Convention in defiance of the internal
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law of the country is treated as a moot point. Tho answer,
however, appears to the writer to be tolerably plain. So
long as o State remains a party to the Convention, it is
hound by the terms of the Convention. To withhold the
protection accorded by international agreement would con-
stitute a grave breach of international gbligation. It is
true that there is no legal snhetion to enforee the observance
of these obligations, but the refusal by a contracting State
to extend the full privileges secured by the Convention to
any person entifled to claim them would at least involve
the antecedent withdrawal of that State from the Union;
and this can only take effect, nccording to Article XVIIIL.,
aniter the lapse of one year from the date of renunciation.
An International Office in connection with the Convention
has been established at Berne in Switzerland, and publishes
a monthly periodical entitled La Propriété Industrielle,
which furnishes a comprehensive review of the changes
that oceur from time to time in the patent laws of various

countries, and useful notes upon legal decisions of inter-
national interest,

A



CHAPTER XX.
FOREIGN PATENT LAWS,

UNITED STATES OF AMERICA.

Term of Patent.—The term of a patent for the United
States of America is seventeen years reckoned from the date
when the patent is issued. Patents granted prior to 1898
expire at the expiration of the term of a previously granted
foreign patent for the same invention, or, if there is more
than one foreign patent, with the expiration of the term of
the one having the shortest term. Patents granted since
1898 are unaffected by the prior expiration of foreign
patents.

Subject Matter.—Subject to certain conditions as to prior
publication, a patent will be granted to any person, whether
citizen or alien, who is the original inventor of * any new
and useful art, machine, manufacture or composition of
matter or any new and useful improvement thereof.” This
enumeration of patentable inventions may be taken to
include everything that would constitute good subject
matter for an Inglish patent.

Who May Apply.—The applicant must be the original
tnventor in the strictest sense of the word; hence the
importer of an invention cannot make a good application.
To establish his claim to originality, the invention must be
one which was not already known or used by others in the
United States, or patented or published i print there, or
elsewhere, prior to the date when the applicant first concetved
his incention in a practical shape. This rule, it will be
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obhgerved, differs in two important respects from the British
law, according to which latter () the invention need only
be novel within the realm, and (b) novelty is destroyed by
publication even by the inventor himself at any time before
the date of application.

Prior Publication of Invention,-—In tlie United States,
however, assuming the applicant to be the original and
true inventor, a limited amount of publication preceding
the application does not debar him from subsequently
obtaining a patent. The extent to which an invention
may be published by foreign patent or otherwise prior to
application, without prejudicing the inventor's right to a
patent, may be summarised in the following rules.

The original inventor can obtain an American patent
provided his invention has not been—

(@) used or sold in the United States by himself or
others for more than tio years prior to his application,

(0) nor published m print in the United States or else-
where by himself or others for more than two years prior
to his application,

(¢) nor patented elsewhere by himself more than twelre
months before his application, unless in such case the
United States patent issue before the foreign patent is
oranted,

(d) nor patented elsewhere by others more than two
years before his application.

It will be observed that provision (¢) brings the Untted
States law into conformity with the terms of Article IV.
of the International Convention, as amended by the
Brussels Act of 14th December, 1900.

Since, according to the British law, a patent bears the
date not of issue but of application, a British patentee,
desiring an American patent, should lodge his petition
within twelve months after his application in England, 1f
this limit is overstepped by a month or so, it might still be
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possible to obtain o United States patent, provided the
British grant could be deferred until the United States patent
is 1ssued. But owing to the extrome dilatoriness of the
United Stales Patent Oftice, and the iinpossibility, except
when the grant 18 opposed, of getting the sealing of the
British patent deferred beyond fifteen months from the
date of application, thig cannot he looked upon as a
practicable plan. A collusive opposition instituted for the
purpose of delaying the sealing of the British patent would
probably result, if detected, in the refusal of the Patent
Oftice to seal 1t at all.

Date of Patent.—Although in the United States a patent
eranted upon a convention application is not antedated as
in England, yet for the purpose of protecting the applicant
ngninst the effect of prior publication, the United States
apphication 18 deemed to Le conlemporaneous with the
foreign application. 1f an inventor dies before applying,
the right devolves upon his executors and administrators
i trust for those entitled at law or under the deceased
iventor’s will.

Jownder of Inventions.—The practice of the United
Silates Patent Office with regard to the jomnder of similar
inventions in one specification 1s very stringent. 'The rale
of the Courts 1s that where the inventions are kindred and
auxilary, and capable of being used in connection with
each other and to serve a common end, they may be
embraced 1 a single specification. But 1n order to
facilitate the task of examination and classification, the
Patent Office has adopted a stricter practice, prohibiting the
joinder, for example, of a process and a product in the
same patent unless they are to such an extent inseparable,
that the existence of one is dependent upon the other. A
process may be joined with its 1mevitable product or with
the apparatus by which it alone can be performed.

The following statement may be regarded as authoritative
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on this point. ‘‘If the machine and manufacture ave 8o
related that the former cannot operate without producing
the latter, and the latter can only be produced by the
former, both may be united in one patent; but this is an
exception to the geseral rule which forbids the joinder of
the machine and its product in one applieation. 'The same
rule applies in the case of u process and its product.”
Similarly, if an inventor has devised two pieces of
mechanism, the Patent Oftice Rules require au separate
application for each machine unless one cannot be regarded
us an operative instrument without the other,

Claims.—The United States style of claiming clause 1is
distinctive. and certain strict rules have to be observed to
conform with the practice of the Patent Office in this
respect. Thus *‘ functional ’ claims, such as the German
practice requires, are inadmissible. The invention must
be described and claimed not in terms of its operation, but
according to the construction of the article and the
srrangement of its parts. 'This prineiple is responsible for
the peculiar style of claiming clause in vogue in the United
States, framed upon what is usually known as ““ the house
that Jack built” pattern, according to which the claims
proceed cumulatively, each claim introducing a single
additional feature of construction until the whole invention
has been covered.

Where, for example, the invention depends upon & com-
bination of several elements, A, B, C and D, of which A 1s
the principal novel feature, a series of claims will be
employed, each covering a distinet combination of A with
one or more of the other elements. The view prevails 1n
the United States that an invention is not sufficiently
protected unless every possible combination is specifically
claimed and every contingency provided for. Thisnatur- .y
leads to & great multiplicity of claims, so that in cas » of
complex inventions, specifications have sometime: oeen
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filed containing over a hundred claims and patents granted
thereon.

I'urther, the Patent Office requires that ench claim shall
be precise and complete in itself. IHence, individual claims
containing alternatives are not allowable, nor may elements
be imported into a claim by reference to the specification
or to another claim. It should be observed that in the
United States the invalidity of one or more of the claims
does not, as in English law, vitiate the entire patent.

-~ Drawings.—'l'he rule with regnrd to drawings is that when
the nature of the case admits of drawings the applicant
must furnish them. The specifications of inventions quite
unsuited for illustration may, nevertheless, be required to
be accompanied by drawings, for the question is not
whether the invention can be understood without drawings,
but whether it is capable of being illustrated. Specimens
and models must be furnished if required by the Patent Ofiice.

Application.—'T'he fee payable on application 1s $15.

The specification must be signed by the applicant and
attested by two witnesses, and must be accompanied by an
onth of inventorship sworn before a diplomatic or consular
officer of the United States, or before a notary publie,
judge or magistrate who has an official seal and is autho-
rised to administer an oath. When the oath 1s taken before
n notary, judge or magistrate, his authority must be
certified by a United States diplomatic or consular officer.
This oath, besides affirming that the applicant 1s fhe
original and true inventor, should state 1 what other
countries he has applied for or obtained patents, giving the
dates of the applications or patents.

Issue to Assignee—Though an application can only be
made in the name of the original inventor, the applicant
can, by lodging a short assignment, cause the patent to issue

in the name of himself and an assignee, or of an assignee
alone.
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A DBritish inventor can deal directly with the United
States Patent Office, but he will do best to appoint an
agent in the United States to act for him.

Ixamination.—~"The application must be completed and
prepared for examination within o year after filing; other-
wise it is regarded as abandoned. The application being
complete, the specification is in due course subjected to
examination, and an exhaustive search is made, ranging
through the patents and scientific publications of foreign
countries as well as those of the United States.

When, on examination, a claim for a patent is rejected
for want of novelty or on the ground of some formal defect,
the Commissioner notifies the applicant, giving him briefly
the reasons for rejection and such information as may
cnable him to amend and renew his application. If the
wpplicant persists in his claim without alteration, the
Commissioner orders a re-examination of the case. If the
decision 1s still adverse, the applicant has a right of appenl
to the exawminers-in-chief and thence to the Commissioner,
and finally to the Supreme Court of the Distriet of
Columbia.

Interference.—Whenever an application is made which, m
the opinion of the Oftice, would interfere with any pending
application or with any unexpired patent, the Commissioner
gives notice to the parties and directs the primary examiner
to proceed to determine the question of priority of invention.
This proceeding is somewhat analogous to an English case
of opposition, the issue being, however, as to priority in
concelving the ivention, not in applying for a patent for
it.  Where the applicant is a foreigner, and he is put in
interference with o citizen of the United States, he is at a
disadvantage, since he must show that the date when he
disclosed his invention in the United States antedates the
conception of the rival United States applicant. In cases of
interference the applicant’s right of appeal formerly
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torminated with the Commissioner, but now extends to the
Supreme Court of the Distriet of Columbia.

Allowance and Issue.—Having passed safely through the
ordeal of examination, the patent 1s * allowed,’”’ and will
issue upon payment by the applicant of the final fee of
%20 ; this he must pay within six months after receiving
notice of allowance. In the event of the applicant’s failure
to pay this fee within the time limited, anyone interested
in the patent may, within two yeurs after the date of
allowanee, adopt and prosecute the application to 1its 1ssue.
In such a case the Patent Office requires the payment of u
fresh application fee.

After payment of the final fee, no further taxes whatever
wre payable. When the patent 1s granted, the specification
18 printed and copies can be obtained for a small sum.

Cuveat.—An inventor who has not completely worked
out his idea in detail, but i1s anxious to record his claim for
u patent at the earliest possible moment, may lodge a
caveat at the Patent Office. A caveat 1s In the nalure of a
provisional specification, and is filed in the * confidential
archives ” of the Office and preserved in secrecy for one
year. This does not afford the same protection as a pro-
visional specification filed with an application in England ;
the caveator is, however, entitled to notice if an application
is veceived by the Patent Oftice for a patent covering what
appears to be substantially the same subject matter. The
application is withheld from examination, and the caveator
has three months in which to prepare and file his full
specification. If the inventions prove to be identical, a
patent is sealed to the inventor who can establish priority ;
otherwise the applications proceed in the ordinary way.

Assignment.—Patents are assignable by an instrument i
writing ; but an assignment is void against a subsequent
purchaser or mortgagee unless recorded 1n the Patent Oftice
within three months.
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Marking of Patented Articles.—Patented articles must be
marked with the word ‘ patented,” together with the date
of the patent, either on the article itself or on the package ;
otherwise no damages for infringement ean be recovered,
except on proof that the defendant was duly notified of
infringzement and persisted in infringing after such notice.

Importation of patented articles fromn abroad does not
invalidute a patent, and there are no conditions compelling
the patentee to work his invention in the United States.

Prolongation of o patent can only he obtained by Act of
Congress.

GERMANY.

rermany grants patents to its subjects and to foreigners
alilke ; but, where the applicant is not resident in the country,
he must appoint a representative residing in Germany to
act on his behalf in all dealings with the Putent Office.

Kinds of P’atents.—German patents are of three deno-
minations:

(1) Patents for original inventions

(2) Patents for improvements,

(3) Patents for ¢ useful models.”
These will be dealt with in order.

DPatents jor Orviginal Invention.—All inventions susceptible
of industrial use are patentable, with the exception of :

(1) Inventions which are contrary to law and public

morals,

(2) Inventions relating to articles of food, whether for
nourtshment or luxury,

(8) Medicines,
(4) Substances produced by chemical processes, 1n so far

as the invention does not relate to a distinet process
of manufacture.

Term of DPatent.—The term of the patent 18 15 years.
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reckoned from the day after the application is lodged, and
iy unaffected by the prior expiration of foreign patents. No
prolongation is allowed.

Norelty.—The 1nvention must be new. It will not be
considered new if it has been described in a printed publi-
cabion 1n any country during the 100 years lust preceding
the application, or has been so publicly used within the
realm, that an expert could carry out the alleged invention
without exerting any inventive faculty. Inventien will not
be found if the method employed {0 achieve an old result is
thie mere logical deduction from what was well known to
thoge conversant with the art, unless the new method
revenls some unexpected commercial or industrial superiority
over the old. Although, to amount to an anficipation, the
printed publication need nct have been actually mtroduced
into Germany, it must be of such a character, c.g., u
foreign patent specification or a well-known scientific or
technical journal, that it may be regarded as being within
the knowledge of the German publie.

Seeret use of u process or manufacture in Germany will
not debar its being subsequently patented, but the patent
so granted will be of no effect against a person who at the
time of the application was aiready using the i1nvention.
(zermany now being a party to the International Conven-
tion, publication consequent on a patent application in a
foreign country, also belonging to the Convention, will not
prejudice the German application, provided 1t is lodged
within twelve months of the foreign application (or the
earliest of several foreign applications).

Applicant.—"The person who first applies for a patent 1s
entitled to the grant. He need not necessarily be the
inventor. Anyone who is legitimately possessed of an
invention answering to the above conditions may apply for
a patent. DBul if the applicant has appropriated the inven-
tion of another without his consent, the latter can oppose
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and lodge n rival application, and if suceessful he can
demand a patent dated us of the day preceding the publica-
tion of the prior application, provided he made his
application within n month of the decision.

Specification—The application, which must be in the
(Gierman Ianguage, has to be accompanied in the usual way
by a specification and drawings. The specification may
embrace only one Invention; and an invention is only
rezarded ag being one and indivisible if it is governed by
a single inventive idea ; otherwise the novel fealures are
considered as *‘ aggregated,”’ not *‘ combined,”’ inventions.
This differs widely from the American view according to
which o single application will suffice, 1f the embodied
invention is one coherent thing with co-operative parts.

The specification should be framed so as to bring out as
prominently as possible the technical effects and scientific
feantures of the invention, as the P’atent Oftice, consisting of
men more conversant with the theoretical than the prac-
tical side of science, 1s apt to lay greater stress upon the
originality and ingenuity of the imvention than upon its
commercial or industrial advantages.

C'laims.—The specification must conclude with one or
more claiming clauses. German practice 1s, however, opposed
to multiplicity of claims; the theory of the Patent Office
being that a single invention (for no application can com-
prise more than one invention) 1s capable of being claimed
in & single clause. Hence the applicant should frame a
broad functional claim, describing and claiming the means
emploved to compass the desired end. This may be
followed by one or more constructional claims embodying,
as generically as possible, the prineipal features of the
ivention in their organic combination. Supplementary
claims are allowed only in so far as they are embraced
within or constitute a modification of the fundamental
invention, and they should refer to the main claim
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specifically. Product claims are not allowed when the product
is merely the characteristic rosult of the process already
covered by a clnim ; nor are thoy necessary, for in Germany
o process claim protects the product made directly by that
ProCess.

In the case of mechanical inventions, models are some-
times required, and in the case of chemical processes,
specimens of the product.

Modifications can be introduced at any time prior to
publieation.

Application.—-T'he fee payable upon application is 20
marks. When the applieant does not reside in Germany,
he must employ a resident agent, duly authorised by power
of attorney and registered in the Imperial Office.

As soon as the application is filed, it is subjected to
examination on the score of novelty and patentability. If
defective in point of form or open to objection on the
eground of prior publication, the papers are returned to the
applicant with a request for amendment or reply within a
stated time. 1f no reply is made within the prescribed
time, the application is considered withdrawn. TIf the
applicant amends or meets the objections, the case is
re-considered, and, should the application still be unsatis-
factory, this procedure may be repeated until the Oflice
has before i1t all the information and material for considera-
tion that can be brought to bear upon the case. The
department of the Patent Office concerned with applica-
tions then gives its final decision. If this is unfavourable
to the applicant, he may appeal to the Appeal Department.
Assuming the decision of the Patent Office to be favourable
and that it considers that the grant can be allowed, 1t
notifies the applicant that his application is ready for
publication, whereupon the invention is provisionally pro-
tected against infringement.

Publication will, at the request of the applicant, be
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deferred for three months and in special cases for 6 months
from the date of such notification. IFor two months after
publication the application is open to public opposition ;
and within this same time the applicant must pay the first
yearly tax of 80 marks. In the event of the application
being successfully opposed, this tax will be refunded.
After the two months have expired, the patent is finally
allowed and issued to the applicant. The specifieation
is printed and copies can be purchased for & small sum.
To sustain the patent, yearly rencwal fees must be paid;
50 marks for the second year; 100 marks for the third year,
and 8o on, the fees rising by annual increments of 50 marks.
These taxes must be paid before the anniversnry of the
date of the patent, but six weeks' grace 18 allowed without
penalty, and a further six weeks upon payment of a fine of
10 marks.

A patentee, who proves lack of means, can obtain post-
ponement of the payment of the taxes for the first and
second year until the third year, and if the patent is then
dropped, these taxes will be entirely remitted.

Patent of Additton.—If the Invention relates to the
immprovement or further development of an invention
already protecied by a patent in favour of the applicant,
he can apply for a patent of addition upon which it is only
necessary to pay the filing fee and the first annuity. The
patent of addition has a term corresponding with the
residual term of the parent patent and, if the latter is
allowed to lapse, will expire with it. But in the event of
the principal patent being annulled, the patent of addition
survives and becomes an independent patent, upon which
renewal fees are payable. In such a case its duration and
the date on which the taxes fall due will correspond with the
duration and date of the principal patent, but the amount
of the taxes payable on a surviving patent of addition is
determined by the date of its own commencement.
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Patent for Useful Model,—This form of patent is applicabla
Lo invantions the novelty of which consists in some new
form or shape or arrangomoent of well-known elements, but
which does not possess the requisite degree of ingenuity to
warrant the grant of a full patent. The term for a patent
of this kind is three yours, oxtensible to six years in all.
There 18 no exumination ag to novelty before the grant of
this form of patent.

Where the invention is of this description, and ean boast
of no *“notable new technieal effect.” hut merely a more
convanient arrangement of parts, the inventor will he well
ndvised to apply for a patent for o useful model in the first
instance instead of trying to obtain a full patent, which
afler o long and expensive fight may have to be given up.

Adnnulment—A patentee 18 liable to have his patent
declared null on the following grounds :—

(I) That the subjeet matter was not patentabie, either
becanse 1t does not fall within the eategory of
patentable inventions or because it lacked novelty
nt the date of application. (This objection ean
only be raised within the first five vears of the
life of the patent.)

2) That the invention forms the subject of a patent of
prior date. (This objection may be raised against
1 patent at any time by any person.)

(8) That the essential features of the invention have
been fraudulently taken from the work of another
mventor. (This ground of objection 1s only open to
the person aggrieved.)

If the patent is found to be defective only in a partial
degree on any of the above grounds, its scope will be limited
to a corresponding extent.

Revocation.—A patent can be revoked at the end of three
vears from the date of the ofticial publication of the grant if—
| (1) The patentee neglects to put the invention into
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practice within the realm to an adequate extent, or
at any rate fails to do all in his power to ensure the
attnimuent of that object.

(2) If 1t apponrs in tho mtorest of the community that
liconees should be granted, and the patentee declines
to grant them for reasonable compensation or
wdequate security.

If the patentee is unable to comply with the requirements
of actunl working in Germany, he should instruct his
representative to advertise in suitable trade journals his
willingness to sell the patent or to urant licences under it
upon reasonable terms, and he should repeat this as often
as  possible until the invention is actually being worked.
The necessary amount of advertising can usunlly be carried
out at the cost of about £5 each time.

The German patent law is designed to promote industries
on German soil and to give employment to German work-
men, and in interpreting the rules for the compulsory
working of patented inventions this objeet 18 kept clearly
i view,

Importation does not divectly entml forfeiture; there is
no provision of the German law to this effeet, and indeed
such a provision would violate Article V. of the International
Convention, if the imported articles come from a country
which is a party to the Convention ; but if the importation
of patented articles from abroad is carried on to such an
extent as to interfere appreciably with the domestic manu-
facture, that is considered by the Courts a good ground for
revoking the German patent. 1t should, however, be added
that importation, over which the patentee has no control
and for which he is not directly or indirectly responsible,
will not endanger the validity of his patent.

Lufringement.—Infringers who knowingly infringe can be
proceeded against for damages, or can be punished by a fine
not exceeding 5,000 marks or by imprisonment not exceeding

P.D. Q)
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one yenr, 'T'he Court may award damages. in addition to
the penalty, up to 10,000 marks.

Franck.

Patentalle  Invention—A patent of invention may be
obtained in France by an applicant, whether he be o I‘vench
eitizon or n foreigner, who is the inventor or is entitled to
assume the rights of inventor of (1) o now industrial
product or (2) a new method of manufacture or a new
application of known methods.  Excluded from the eategory
of patentable inventions are :(—pharmaceutical compounds,
medieines, financinl schemes or systems of business, and
inventions contrary to good morals.

Novelty.~—The invention must be new in the sense that
it has not been published in I'rance or abroad, prior to the
date of application, to such an extent as to enable n
competent person to carry it out m the light of such
imformation. France being & signatory to the International
(‘onvenlion, an inventor, who has already applied for pro-
tection in Grreat Britain or any other Convention country,
an elaim a priority of 12 months 1 accordance with the
provisions of Article 1V. If the applicant desires to avail
himself of this privilege, the previous foreign application
should be specifically referred to.

T'erm of Patent.—Patents of invention are granted for 5,
10 or 15 years, the term of the patent being reckoned from
the filing of the apphieation. According to the Statute law
of F'rance, the term of the I'rench patent is dependent upon
and expires with a previously obtained foreign patent or
that one of several which has the shortest term ; this rule,
however, must be taken as superseded, in the case of
patentees entitled to claim the benefit of the Convention,
by the stipulation, assented to by the contracting States, for
the independent duration of patents in different countries of
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the Union. Prolongation can only be obtninod by o special
act of the legislature.

Taxes.—'T'he patent 14 subject to a yearly tax of 100 franes
payable in advance. A recoipt showing that the first year’s
tnx huas been paid must accompany the applieation, Beyond
this instalmoent of the yearly taxes, no other Government fees
are payable, in the ordinary course, to obtain the grant of
the patent.  Subsequent taxes fall due on the anniversary
of the date of apphention,  Three months' grace is allowed
within which to muke payment, a fine of 5 feanes being
levied for each month that the tax 1s overdue.

Datents of  Addition.— Besides patents of mvention the
Government grants certificates of addition for improvemaents
upon or modifications of the original mvention. This {orm
of patent only requires the payment of a single tax of 20
franes. It expires with the parvent patent, no matter whether
the latter is annulled or lapses from any other cause.

The owner of the parent patent 1s entitled to a certificate
of addition in priority to any rival applicant, provided he
applies for it within a period of twelve months from the date
when his original patent was granted ; during that period he
has a paramount right to patent improvements on his own
invention. No other applicant can obtain a valid patent for
an improvement until after the expiration of 12 months. A
rival inventor ean, however, lodge an application during that
period with the specification 1n a sealed packet, accompanied
by the request that 1t shall not be opened until the 12 months
have expired. When that time arrives, the seal 1s broken
and, if the application is in order, the patent will be granted,
but subject always to any application which may have heen
lodeed in the meanwhile by the original patentee.

Application.—The application 1s addressed to thie Minister
of Agriculture and Commerce and must be accompanied by
a receipt for the first year’s tax and by the specification
(in French) and drawings in duplicate.

Q 2
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The regulations regarding the formm in which  thoso
documents should he presented aro exceedingly procise and
must he closely followed.  Tho specifiention must conelude
with o rédsiné, containing o succinet statement of the
fundamental principles of the invention, and of any
secondary fontures that charactorise il.  Claims are not
recognised as having any legal significunce.  The scope of
the mvention is detormined from the specifieation itself.
I the applicant is o foreigner, he should appoint n specially
authorised agent i I'rance.  As soon as the applieation is
deposited, it 1s examined to sec that it complies with formal
requirements, but there is no examination as to the novelty
or merit of the imvention or the accuracy of the specification,
If any nregularity 15 found, the applicant is notified and
given an opporbunity of explaining or arguing his case
before the technieal committee. If a patent 1s refused on
the ground of trregularity, half the tax will be returned.
An applieation may be withdrawn within 2 months from
the date of filing, in which ecase the whole tax will be
refunded.

It the applieation 18 m order, it 1s allowed ; and the
appheant 1s thereupon notified of the number and date of
his patent, and the speeification is printed and copies can
be purchased for a small sum.

Before publication, proofs of the specification are sub-
mitted to the applicant, who has 3 months withm which to
make corrections. When once a patent has been granted,
1t 1s incapable of amendment.

Issue of Patent.—The issue of a patent, which usually
talies place six or nine months after application, can by
request be delayed till one yvear from the date of applea-
tion, but this benefit cannot be claimed by those applicants
who avail themselves of Article 1V. of the Convention.

The law expressly states that patents are issued without
any guarantee as to the genuineness, novelty or merit of
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the invention. In token of this, if the patent be montioned,
the words sans guarantiv du Gonvernement must be added,
theso words usually being represented by their initials
“N.GLDVGY

Amibment.—A I'rench patent is liable to be annulled if
the invention lueks novelty or covers matter not patentuble
under the law, or is not sufliciently described in the speci-
lication, or if the title is misleading, or if the patentee is
neither the actual mventor nor entitled to agsume the
mventor’s rights (ayant droit).,

Horking.—A patent is liable under the Statute law to bo
revoked if the patentee does not work his invention
I'rance within the period of two years from the date of the
sirnature of the patent, or if he ceases to work 1t during two
consecutive years, unless a good reason for such imactivity
eall be advanced. But a patentee who can cluim the
benetfit of the Convention presumably runs no risk of for-
feiture for non-working until the lapse of three years from
the date of grant.

1f the patentee 1s unable himself to work the invention i
France, and fails to induce others to take it up and work it
within the prescribed period, he should cause advertise-
ments to be inserted in some suitable technical journals
and in one or more of the principal daily papers, notifying
the publie that he 1s willing to dispose of his patent rights
or grant licences upon reasonable terms. 'T'he insertion of
these advertisements together with any results in the way
of answers should be officially certified in case they may be
required as evidence in futurve proceedings for revocation.
These advertisements should be repeated as often as pos-
sible, at any rate each two years, until the mvention 1s in
actual work. The cost of working by advertisement in
France 1s usually about £10.

Linportation.— Importation mto Irance of articles made
wbroad, similar to those covered by the IFrench patent, is
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also o ground of forfeiture, unless they are introduced
from o country which 18 o party to the International
Convention.

This exception in favour of Convention countries is now
50 wide as to reduce the rule to comparative unimportance.
In enses, however, where the ruale still applies, speocial
authorisation may be obtuined from the Minister of
Commoree and Industry for the importation of (1) models of
achinery or ( 2) models of objeels for oflicial exhibitions.

[n referenco to the attitude of 'rance towards the Inier-
nabional Convention, it has alrendy been noticed that in two
other mmportant matters besides that of importation, viz.,
(1) the dependence of I'rench patents upon the duration of
foreign patents and (2) the period within which the inven-
tion 18 required to be worked, the IPrench dowmestic law
conflicts with the international law as embodied in the
Convention. In the foregoing pages the opinion has heen
expressed that an applicant belonging to one of the States of
the Union 18 entitled to rely on and take advantage of the
provisions of the Convention, in spite of the internal law of
I“rance and notwithstanding the application was not initially
ear-marked as a Convention application.  ‘Lhis view appeals
to be justified not only upon principles of international law,
but to be borne out by judicial pronouncement in a case
recently decided in the French Courts. The case, it is true,
decided u different point, but the view stated above follows
as ub o fortiori inference from that decision. In anaction
tor nfringement brought by the owners of a French patent
for an 1nvention relating to the manufacture of carbide of
caleium, the defendants raised by way of defence the
plea that the plaintiffs’ patent was invalidated by reason
of the patentees having imported into France carbide of
caletum manufactured in Ituly. The contention of the
defendants was that the plaintiffs, being domiciled French-
men, could not avail themselves of the privileges of the
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Convention, which, it was argued, contemplated importation
only by o foreigu patentee. The I'rench Courts decided that
the Article of the Convention relating to importation makes
no distinetion between French patentees and foreign paten-
tees, and that to read any such distinetion into it would e to
misconstrue tho character of the Convention, the terms of
which ave gencral and “ give in the common interest the
samo rights to all persons belonging to the Convention,”

This decision has sinee been endorsed by the enactment
of June, 19006, declaring that I'rench subjects may elaim the
application in their favour, in 1'rance, Algeria, and the
'ronch colonies, of provisions of the International Conven-
tion in all cases where these provisions are more fuvourable
than the French law for protecting patent rights, and
especially in connection with the cluim to priority and
compulsory working of patents.

Infringement.—Infringement is punished by a penalty
varying from 100 to 2,000 franes; if the infringement is
repeated, the delinquent may be mmprisoned. 'This penalty
15 exacted without prejudice to the patentee’s claim for
damages actually sustained.
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home and abrond for ordinary cases, where the specification is not of unusual length or the
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APPENDIX A.

I’rocecding,

l"ubcnth I* orm No. L.—Application for Patent

"

11

'

'

"

1"

1

T

*y

"

’e

No. 1a. —-—Alpplu ambion for Datent corn-

municuted from abrod :

No. 1n.— Appliedion for Patent under

Internationnl and  Coloninl  arrange-

nents . . .

No. 1. -—A“rlwutlon for Patent of

Addition

No. 1n. --\pphuttmn for Scerct Patent

No. 2. —Provisional Specifieation . \

No. 3.—Complete

No. 4.—Appenl to Law Officer

No. §.—Application for extension of

time under Rule 16 for 1, 2 or 3

months, respectively

No. 6—-—:\ppl:cnt1ml for extension of

Time for leaving Complete Specifica-

tion . .

No. 7-—-Apphmt10u for extension  of

Time for acceptance of Complete

Specitication for 1, 2 or 3 mont,hs,

respectively .

No. 8.—0 1pomt|0n to Grant of Patent.

No. 9.—Notice that Hearing will be

nbtended . :

(¢) on opposition to (rlunt Restora-
tion, Amendment or Surrender
of Patent
(0) on Rev oc.t.tmn P ocwdmgb under

w8, 20 and 2

No. 10.—Notice of Duaneto have Patent

sealed .

No. 11—-—\11phul.twn for extension of

Time for sealing of Patent, where

period allowed for sealing of Patent

will expive after connmencement of Aet,

for 1, 2 or 3 months, respectively

—PATENT I'ORMS AND FEIS.

e,
L1

Ll

L1
il

24
1Y

L2, L4, or L6

£2

£2, £4, or £6
10s.

£l
£2
£1

o, L4, or £6
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APPENDIX A,

Procecdiug,

'ntents Formn No, 12.—Applieation  where period
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i

nllowed for the Scaling of the 'ntent
has expirved before the commencenients
of the Aet
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fication before or after senling, respec-
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No. 18.—( )ppoqltlon to Anwndm{,nt of
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pulsory Licence or Revocation of
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of Putent .
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PATENT FonMs AND Fres (conltnued).

Form., Procoeding, o,
Patents FForin No. @l.—Request for  Certiticate of
Comptroller hy,
“ No. 3 —-—-;\ppllcntmn for Duplivutu of
Patent . : £2
No. 88.—Natice of Intended 1Exhibition
of Unputented Invention . 104,
‘" No. 34.— Application for Entry of Order
of Court : 10,
y No. 35.—On postul wquvqt. for pmltt-tl
Specitiention : : il
Search or inspeetion fee : . cuch 15
['or oftice copies . . . . Lwn 100 words A,
(but never less than one shilling)
I'or oflice copies of drawings . (cost necording to agrecwient.)
For certifving oftice copies, MBS, or ln'intm'l . eneh 1,

TapLe 2.—COST OIY OBTAINING A BRITISH PATINT.

The following may be taken as & normal seale of charges for obtain.
ing o complete British patent in an ordinary case, where the speciticas
tion does not call for an unusual expenditure of time in its preparation.
These charges are exclusive of the cost of making drawings and of any:
annendinents necessitated by objections rnised by the Patent Oftice
on the ground of anticipation or otherwise; they also exclude the
cost of meeting any opposition that may be brought against  the
appliention,

Preparing and settling the complete speeification and
making the necessary copies; stamp duty and

agency . : : . . £1212 0
Sealing the putent if allowed . . : , : 2 2 0
Total . : : : . . . . : . $£1414 O

If provisional protection is applied for in the first instance. the cost

will be ns follows :—
Provisional Application.—Preparing and settling

provisional specification and making the necessary

copies; stamp duty and ngeney . £ 5 0
Cnmplqu the Ap}:hmhou —Preparing and se t.lmg

the compiete specification and making the neces-

sary copies ; stamp duty and agency . . . £10 10 O
Sealing the patent. if allowed . : : : : 2 2 0

el ele—i.

Total . . : . . : . . . S A VA )




APPENINN A wRiT

The cost of drawings, nnd of answering any objections the Comp-
trollor may raise on account of prior specifientions, and of meeting

any opposition, will be in anccordance with the amount of work
involved.

TabrLe 8.—CONVENTION COUNTRIES.

Tho following is n complete list of the countries which have up to
the present time subscribed to the Articles of the Internntional (Con-
vention for the Pratection of Industrind Property, eatified nt Pavis in
1884 and nmended by the DBrussels Aet of 1900,

Belgiun Mexico
Brazil Netherlands, with the
Cubu Dutch Jonst Indies
Denbuvek  with  the I'nvie Surinum
Islands Curacon
I'rance, with Algerin and Norway
Coloniey Portugal, with the Azores and
Germany Muadceira
Great Britain, with the Com- Santa Domingo
monitvenlth of Australin Servia
(including Tasmuania) Spain
Ceylon Sweden
New Zealand Nwitzerland
Trinidad and Tobago T'unis
[taly United States of Amerien
Japan

Under this Convention, an applieant for a patent in any one of the
contracting States may obtain priovity in any of the other States.

Similar arrangements, for the mutual protection of inventions,
designs and trade mmarks, have been made between Grent Britain on
the one side, and each of the following States and Colonies on the
other :—

Ecuador (designs and trade marks only), Greece (designs and

trade marks only). Honduras, Paraguay. Roumania (designs and
trade marks only). Uruguay.



PAR'T 11
COPYRIGHT 1N DESIGN.
INTRODUCTION.

Tuw protection of copyright 1 design has formed the
subject of a surprisingly large nuwmber of enactments.
Glaneing back at these, and particularly the earlier of
them, one cannot help being struck by the meticulous
gpivit in which Parlinment appears to have handled this
matter. Indeed, a sorrier spectacle of plecemenl legislation
it would bhe hard to find anywhere in the Statute-book.

The fivst of these Acts, evoked by the wholesale piracy of
designs then prevalent in the cotton trade, was passed in
1787. It went no further than was absolutely necessary
to meel the mmedinte needs of the case, by granting a
monopoly for 2 months m new patterns for printing on
Iinens, cottons, calicoes and musling, In 1794 this period
of protection was extended to 3 months.

By a further instalment of legislation in 1859 a similar
degree of protection was accorded to designs for fabries of
wool, stk and hair:; and Irveland, hitherto excluded, was
brought within the scope of the Acts.

In the snme year a more hiberally conceived measure was
passed, granting to the proprietor of any new and original
design, applicable to the purposes specified in the Act, the
sole right of user for 12 months, or, in certain cases, for
3 years. The purposes specified covered practically all the
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wses to which designs are appliecable.  This Act also
contuined o provision making the infringer of a regis-
tered design liable to o penelty of £5 o £30 for cach
offence.

By an Act of 1842, registration was cextended to ull
ornamental destgns 3 at the same time, i order to prevent
i person from unduly monopolising a design in respecet of
all mnnner of articles, n system of classification was adopted.
Thirteen elasses of arlieles were drawn up, and the apphieant
was required to specify the class or elasses for which ho
cluimed registration,  This Act also provided that the
plaintifl’ in an action for infringement should have the
option of cluiming damages instead of n penalty.

In the following year registration was further extended
(o embrace uscrul as well as ornamental designs.

The Designs Act of 1850 introduced a spocies of provi-
sional protection for designs which enabled the proprietor to
publish his design without harmful consequences; he could
not, however, without jeopardising his title, sell or offer for
sule any article bearing the design, until registration was
completed. The advantages of this provision seem to have
been somewhat questionable and 1t was subsequently
dropped.

With a view to facilitating the means of legal redress, an
Act of 1858 sunctioned the institution of infringement pro-
ceedings in the County Courts.

In 1865 a measure was passed, granting provisional
protection to designs exhibited at industrial exhibitions.

An important administrative change was effected 1n 1875,
when the business of the Board of T'rade in regard to
designs was transferred to the Patent Oftice and the duties
of the registrar of designs were vested i the Commissioner
of Patents.

The Patents, Designe and Trade Marks Act of 1883 swept
away all previous legislation on the subjoet of designs and

inD. I
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formulated the law afresh. The period of copyright obtain-
uble by rvegistration was mude, for all designs, un invariable
poriod of § years, and this term was not eapable of extension.
Provisional protection was abolished and the distinetion
between useful and ornumental designs was discarded, tho
Liegislature recognising that the purpose of the design 1s
irrolevant to the question of its registrability.

This Act was repe ted by the Patents and Designs Act
of 1907, which now, m Parts 11. and 1L, as sapplemented
by the Board of T'rade Rules, embodies the whole of tho
statutory civil law of copyright in designs, The most
radical innovation imtroduced by the new Act is the pro-
vision enabling the proprictor of w registered design to
extend the poriod of his registration for 2 further terms
of 5 years cuch, thus virtuully enlarging the maxnuum
period of copyright in designs to 15 years. 1t should also
be noted that o branch office for the registration of printed
or woven designs on textile piece goods, handkerchiefs and
shawls has been established at  Manchester, under the
control, for the time being, of the Keeper of Cotton Marks.
The other changes are mainly of a minor character, tending
to assimilate the legal practice in regard to designs to that
already prevailing in the case of patents.
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REGISTRABLE DESIGNS,

Fieery new and oviginal design, not Titherto pablished
the United Kingdom, is capalde of registiation,

This statement suns up i o single sentence the greater
puart of the law regulating the registration of designs.  Dud,
ke most veneral statements of law, 1l stands in need of
explanation and commentary.

In the first place it 1s obviously desirable to get at the
outset o clear notlon of the precise meuning atteched by
the Legislature and the Courts to the word * design.””  To
the lnyman the word appears simple and obvious enough.
Actual cases, however, have shown that it 1s not altogether
tree from the danger of misapprehension.  The definition
of the word furnished by the Statute 1s as follows :—

“¢Design ’ means any design (not being o design for a
sculpture or other thing within the protection of the
Sculpture Copyright Act, 1814) applicable to any article,
whether the design is applicable for the pattern, or for the
shape or conliguration, or for the ornament thercof, or for
any two or more of such purposes, and by whatever means
it 1s applicable, whether by printing, painting, embroider-
ing, weaving, sewing, modelling, casting, embossing,
engraving, staining, ot any other means whatever, manual,
mechanical or chemical, separate or combined.”

Although scarcely a definition 1 the true sense, the
nbove statement affords a fairly comprehensive catalogue
of the vartous forms which a design mayv assume. It is

T
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plain ¢lso from the wording that the only kind of design
contomplated by the f[ramors of the Aet is a design
applicable to manufuctured articles.  Drawings, engrav-
ings, photographs and pietures generally anre not within
the statutory definition.  Copyright in these is governad
by u different set of Statutes,

Of the four words used to deserthe the various uppli-
entions of a desigm, © pattern ™ 15 the term which may
properly be used to denote a design us upplied Lo fabries,
wall papers, e¢hing, ote. ;s shape ™ and *configuration ™
mead much the sume thing and suggest rather the outline
and general form of anobjeet; *ornament ™ 1s appropriate to
w design when applied 1 a superficial, partial or nceessory
manner.  But no hard and fast meamng need be attached
o these terms, and an applicant who states 1 his appli-
cation that his design 1s for one or the other does not
thereby lmut the scope of his copyright. It should be
observed that the thing registered is nol the article to
which the design is applied, but the design as applied to
the article.  The distinetion is obvious enough when the
design is for a pattern or ornament, but when the design is
for the shape of a thing the distinetion 15 reduced, as Lord
Justice Lindley put it, to “ the difference between the shape
of a thing and & thing of that shape.”

The use of the word ** ornament ” 1 the above definition
implies no antithesis to * usefulness.”  The aim and object
of a design may be purely wsthetie, or purely ulilitarian, or
both, hut as far asthe copyvright m a design is concerned,
its purpose is wholly mmmaterial.  All that the Courts are
concerned with is 1ts outward and visible appewrance.
Henee, if two designs are 1dentical to the eye, it cannot
be pleaded as a defenee to an action {or miringement that
the objects they compass are different, or that the one is
useful and the other is useless.  Conversely, the faet that
two  destgns compass  the same end 15 quite trrelevant
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Lo the considerntion of the question whether the one is
identieal with or o frandulent or obvious 1mitation of
the other.

This was the prineiple laid down in the often quoted
Houso of Lords ease, Heela Foundvy Co. ve Waller o Clo,
The pluintifts were the owners of a registored design for o
kitehen range five door, with a moulding on the top whieh
served too exelude eold air. This moulding fitted into
another mouwlding on the range when the door was closed,
The imfringement complained of was n range fire door
with a moulding wihineh had the same effeet, hut did not
fit, into the moulding on the range.  'The Courts helow had
allowed the purpose, for which the moulding was intended,
Lo influence their decision.  The House of Lords, disapprov-
g this ground of decision, ruled that the object which
the designer may have in view in adopting a patrticular
shape onght not to be regarded in considering what 1s
the design protected, and whether there has been an
inf{ringement of that design.

The utility of n design. on the other hand, is no dis-
qualifiention ; though, where the importance of a particular
shape resides in its utility, it becomes a serious question
whether it 1s not better to protect it by patent mstead of
by registration. Mistakes, resulting in the loss of copy-
right, have sometimes been made by attempting to protect
by registration so-called designs, that are in reality processes
or methods of manufacture. A good instance of such a
case 1s furnished by Moody v. Tree. There the design
registered was o picture of a baslket, and underneath was
the statement that the claim was for ‘‘ the pattern of the
basket, consisting In the osiers being worked in singly and
all the butt ends bemg outside.”” The basket had no
recognisable novelty i its shape, configuration or orna-
mentation ; nor in its pattern, according to the proper
significance of that word. Its virtue lay merely m the
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process by which it was made, and that, if novel and uselul,
might form good subject matter for letters patent; but the
Court held that it was not capable of being registered us
n desien. I 18 not the mtention of the Statute that
processes, which ceannot, either for want of novelty or
want of utility or for some other reason, he protected by
patent, should by a specious transformation he protected
a8 desiens,

Similar questions arose n two subsequent cases, hoth
relating  to  designs  for lIadies’ corsets, viz., Cooper v,
Symington and In re Bayer’s Design,

In the former case the plaintiffs had registered n design
[or & new style of corset.  The novelty consisted substanti-
ally in the method of lneing the corsetl so as to facilitate the
removal of the busks. The Incings were dingonal, and so
arranged that when the corset was fastened, 1t had the
appearance of being laced together (though in reality 1t
was fastened by clasps and studs), and looked precisely like
the old laced corset. 1t was held that this was not a new
or original design capable of registration under the Statate.
In Bayer's Design the application stated that the novelty
consisted in ““a corset having the gores or gussets cut
horizontally and from the front of the busk towards the
back of the corset, as shown in the representations.” The
recistered sketeh showed o straight-fronted corset 1m which
the seams were not exaetly horizontal, but the gussets
tupered towards the front. It was held that the representa-
tion attached to the application illusirated a method of
manufacture, and that there was no design capable of
registration.

Cuases will readily occur to the reader m which the par-
ticular form of an article might be equally fitting subject
matter for letters putent and for registration as a design,
., an aeroplane, a new form of serew propeller, or a
photographice sereen ruled in some new fashion for half-lone
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cngraving, or in faet any other mvention i which the
shape or pattern is the determining faetor of 1ts utility.
Where, however, an invention appears equally suitable for
protection by copyright or patent, tho very marked differ-
ence in the scope of protection afforded in either ease must
not be overlooked.  An acroplane, for instance, regarded
purely as o design, presents n meaningless assemblage of
parts ; meaningless, beenuse the appeal 13 solely to the eye
and not to the mtelligence. The protection secured by
registering it as a design will be confined to the superficial
aspeet of the objeet, as stereotyped m the representation
accompanying  the applieation.  Consequently, anyone
minded to steal the invention could do so, provided he
could give his machine an appearance sufliciently uunlike
the registe 2d design.  In the case of o patented imvention,
however, no colr +able alteration of shape will avail the
infringer if the '+ nciple of the invention has been taken.
1lence it is plain that when utility is an important funetion
of the design, registration is a very inadequate means of
protection.

An actual instance of the co-existence of design and
patent rights in the same subject matter not long ago came
under judicial consideration in the case of Ierner Motors,
Ltd. v. Gamage. On November 18, 1901, the plaintiffs
registered & design applieable for the pattern of a motor-
cycle frame. Previously, on November 8, they had applied
for a patent for a frame for motor-cyeles similar to that
shown in the design. It was contended by the defendants
that, o patent having been granted on the application, the
registration of the design was invalidated by reason of the
prior grant of exclusive rights to the article. The Court,
however, affirming the principle that the rights in a patent
and « design are distinet and may co-exist, held that m the
above circumstances the registration of the design was
valid, as it had heen completed before the actual grant of
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the patent. The question whether the registration of o
design would debar the propristor or a stranger from
subsequently obtaining o valid patont for the mechanical
advantages flowing from the use of n similar design was
raised but not decided.

It 18 obvious that the ¢o-existencee of copyright and patent
right in the same article might lead to somewhat curions
results i the event of their becoming vested in different
proprictors.  The assignee of the patent might find himselt
exposed to nn action, at the instance of the owner of the
registered design, for manufacturing an article, whiel,
though in accordance with the specification of his patent,
infringed the other’s copyright by reason of its appearance.

The Court was not blind to these difienlties, hut declined
to meet them prematurely. Lord Justice Romer, however,
addressing bimself to the case of the possible interference
of patent right and copyright, expressed the opinion that
the diffieulty might be met Ly saying that the right, second
i point of thme, must be held subject to the first.

Noecelty and Originality.—Having thus far ascertained the
legal meaning of *“ design,” it still remains to consider what
18 meant by the requirement that the design shall be “ new
and original ¥ and ““not hitherto published within the
Umted Ningdom.™ If there is any distinetion in meaning
between the words “ new " and * original,” and so far the
Courts have failed to discover any, there is authority for
saying that the design need not be hoth new and original.

In considering the novelty or originality of a design, it
must always be borne in mind that it is not the abstract
design but its application to the manufactured article that
must be novel. To demand originality of design in the
ab~tract sense of the word would be lo seviously curtail the
designer’s freedom of choice and place too heavy a tax on
his creative ingenuity. As it is, he is at liberty to select
from the multitude of ob ects that surround him any that
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gtrikes him as aflording o good design for commereinl
application,  Nature teems with such ready-made designs.
and mankind has been busy applying them ever since the
world hegan.

A discussion upon this aspeet of the requirement of
originality arose i the case of Saunders v. Hiel,  There i
was not a natural but a well-known artificial object, to wit,
Westminster Abbey, which had been approprinted in minia-
ture as the design for a spoon hundle.  The objection was
rarsed that this mimbure model of the Abbev was not a
destgn within the meanmng of the Aet, or if it was, that it
was not < new and orignmal.”  The Cowrt, however, over-
ruled both these objections, holding that the novelty and
originality of a design are not destroyed by its heing taken
from a source common to mankind or from some natural
object.  Buat 1t seems open to doubt whether the taking of
a natural object itself, and the adaptation of it with little or
no change to some ornamental purpose, would constitute
subject matter for registration. Ifor example, it is ques-
tionable whether the mounting of a Brazilian butterfly as a
brooch, or an Egyptian scarab as a searf pin, would be
registrable as a valid design.

The design must be new and original with i1eference to
the kind of article for which it is registered. A design for
the shade of a gas lamp can hardly be new, if it was old for
an ol lamp. The character and use of the articles heing
closely analogous, there wmust be substantial difference
between the designs as applied to them respectively. A
leading case in point is Le May v. Welch, There the
Court had to consider the design of a collur, the cut of
which differed in two or three trifling features from previous
patterns of collars. The Court held that the difference was
not substantial enough to constitute registrable novelty,
and Lord Justice Bowen observed: “ It is not every mere
difference of cut, every change of outline, every change of
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langth or braadth or confliguration in a simple and most
fumiliar articlo of dress like this, which constitntes novelty
of design. 'T'o hold that, would bo to paralyse industry
and make the Act a trap to cateh honest traders. There
must be not mere novelty of outline, but a substantial

novelty in design, having regard to the nature of the
article.”

Ou the other hand, in Rollason’s Design (which related to
tho ornamentation of a tombstone), Lord Herschell pointed
out that if by a slight variation of an old design a much
motre attractive and pleasing effect ts produced upon the
aye, protection should not be denied to the more successful
desigmor.

A combination of old shapes or patterns will afford good
gsubject matter for registration, provided there 18 some
degree of originality in the manner of combining them.
But mere aggregation of old designs will not pass muster
as w now design.

A varintion of the material upon which the design is
impressed does not constitute novelly. Thus, In Bacl's
Design, & rose-shaped lamp-shade, made in linen, having
been registered for goods in Class 12, it was held that a
lamp-shade of the same design but made in china, regis-
tered in Class 4, was deficient in novelty and the registration
was expunged.

In Clarke’s Design a particular form of lamp-shade,
previously used for gas and oil lamps, was subsequently
registered in respect of electric lamps. The only feature
of novelty was the omuission of the chimmney which, in the
case of electrie Hghting, was superfluous. The Court held
that the novelty of the application did not satisiy the
requirements of the Statute.  As a corollary to the fore-
coing cases, it should be added that the fact of the articles
or materials to which the design 1s applied falling 1n
different classes does not constivute a differcuce 1n the eyes
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of the Court, if in renlity tho natnre and use of the articles
nre the snme or clogely nnalogons,

Whero, on the othor hand, the articles are not of similar
characler, a dosign which 15 old in respect of one may he
now as applied to the other: in other words, what 1s old for
n conl scuttle may be now for a bonnet. In Halker,
ITunter « Co, v. Fullivk Iron Co., the registration of a
destgn for the shapo of an iron door applienblo to a kitchen
range was upheld, although wooden doors of the same
shape for sideboards and other articles of furniture wero
old.

Though the law 18 averse to n stranger or rival taking o
design nlready registered in one class and rogistering it in
another for a closely analogous purpose, the same objection
does not exist where the proprietor of a design wishes
to do the same thing. Prior to 1908, however, the pro-
prietor of a registered design who wished thus to extend
his registration to other classes, laid himself open to the
charge of self-anticipation. To meet this hardship, a
special provision 1s Introduced in 8. 50 of the Patents and
Designs Act, 1907, to the eflect that in such ciremmstances
the subsequent registration shall not be invalidated.

() on the ground of the design not being a new and
original design, by reason only that it has been
previously registered by the applicant in another
class :

() on the ground of the design having been previously
published in the United Kingdom, by reason only
that 1t has been applied to goods of any class in
which 1t was so previously registered.

The requurement of novelty in the sense that the design
mtended for registration must not have been previously
published in the United Kingdom 1is, in the main, identical
with the rule as to prior publication in the case of patent-
able inventions. Stated compendiously, the rule 1s that the



Y. PATENTS, DESIGNS AND I'RADE MARKKS,

printed publieation of the design, or the sale or exhibition
for commercial purposes of any article bearing the design,
is fatal to subsequent registration of a valid copyright.
T'o snve unnceessary ropetition, the render 18 referred for
further mmformation on this head to Part 1., Chap. 11,
where the subjeet of anticipation by prior publication and
prior user is fully dealt with. As in the case of putented
inventions, so also with designs, the stringency of the
rule previously provailing in regard to prior publieation
hag heen somewhat relaxed by the Act of 1907, Section 55
provides that neither confidentinl disclosure of o design by
the proprictor to any other person, nor disclosure by the
person confided i, in breach of good faith, shall prejudice
the subsequent registration of the design. A speeial pro-
vision 18 also made to the efiect that the ncceptance of a
first and confidentinl order for goods, bearing n new and
original textile design, shall not be a bar to subsequent
registration. T'he reason why this indulgence 1s conlined
to designers in the textile trade is not very apparent. True,
the number of applications emuanating from that source
largely preponderates over those coming from other trades,
yeb this in itself scarcely seems to he a suflicient ground
for making the distinetion.

INDUSTRIAL AND INTERNATIONAL K XUIBITIONS.

Publicity aiven to a design, either by showing it at an
Industrial or International Ixhibition or by publicly
desceribing it elsewhere during the period of the exhibition,
will not prejudice its subsequent registration provided
that :—

(@) 'The exhibitor gives the Comptroller 7 diys’ previous
notice of his mtention to exhibiv or publish the
design ;

(/) The application for registration is made within 6
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months from the date of the oponing of the
exhibition,
The notice 1o the Comptroller must be accompanied by
n deseription and drawing of the design sufticient for the
purpose of identification.
T'his privilege may be claimed in the case of all exhibitions
certified by the Board of Trade, or any other exhibition to
which these provisions may be extended by Order 1

Counctl.  In the latter case complianee with the above
conditions may be dispensed with.



CHAPTER II.
REGISTRATION.

Wito May Reassrsn.

T rule regulating the right to register a design allows
wny person, claning to be the proprictor of a new and
original design, to apply for registration. ‘T'he Act recognises
four difforent grer-ds upon which the ¢laim to proprictor-
ship mny be based.  The proprietor muy be:

Lo The author of the design, That is;, the person who
first coneetves the desten and embodies it m conercte form.
Though the point has never been clearly decided, the cases
scem to indieate that the mmporter of a design is not, as in
patent law, on the same footing as the true anuthor of the
destgn,  In practice, however, where there 1s no evidence
that the design, though pubhished abroad, has been pre-
viously published in England, 1t would be extremely hard
to upset a registration by an applicant who claimed to have
mdependently invented the design in question.

2. LThe person who orders the destgn and pays for it.—
Doubttul questions, such as arise in the case of invention
as to the respective rights of master and workman, cannot
arlse - the case of designs.  If the master is not the
author of the design, he has at least commissioned the
work and pard for it, and ean thercfore elaim proprietorship
on that score.

3. The purchaser of a destgn or the right to use it etther
coclusively or to a limited extent.- -In other words, the
assigiice or licensee of the origmal proprictor.  No assigu-
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ment or liconee, however, ean he rogistered until tho
original proprietorship has been  duly entered on the
Registor.  With rveference to this eluss of proprictorship, it
should be observed that the nequisition of the right to sell
merely the article to which the design is applied, even
though it be an exclusive right, is not L4 smne thing as the
wequisition of copyright in the design, and will not there-

fore support a elaim to registration (/ewitt vo 1oekhardt),

Ao The person mewhom the property in a design devolres.—
The copyright in a design heing  personal  property, it
devolves, in the ease of the proprictor’'s death, upon s
personal representatives, and in the event of bankruptey,
upon his trustee.

APPLICATION.

As registered designs are not ordinurily open to public
ispection until some time ufter the date of registration
(5 years 1n the case of designg in Classes 18, 14 and 15,
aud 2 years in the case of other designs), the intending
applicant has vot the same opportunity, us an applicant
for a patent, of satisfying himself that his idea has
not been anticipated.  He may, however, employ the
Patent Office to make a search for him, by applying on
Form Designs No. 21, accompanied by 2 copies of the
design, and stating the eclass 1 which it is proposed to
register 16, The Comptroller will then inform him whether
1t 1s identical with, or an obvious imitation of, any design
the copyright in which Is still subsisting.

The procedure of applying for registration is simple
enough. The applicant must first decide upon the class or
classes of goods for which he desires to register. A list of
the 16 classes 1s given at p. 277. He may register the
same design in all or any of the classes; but a separate
form and fee 1s required for each cluss. In cuse of doubt as
to the class 1n which u design ought to be registered, the
applicant may refer lo the Patent Oftice to decide the



250 PATENDTS, DESIGNS AND TRADIEE MARKS,

question,  The design may be registered either tor a smyle
nrticle or for a set of articles, e.q., o dinner service. In the
former case, the applieation must be made on Form
Designs No. 25 in the Intter. on I'orm Designs No. 8. The
stump duty on these torms is 53, and 10s. respectively.

An applieation for the registration of a lace design m
Class 9 must be made on Form Designs No. |4 (stamp 1s.),
or, in the ease of w sel, on Form Designs No. 5 (stanp 2s.).
For the registration of printed or woven designs on textile
picee goods or on handkevchicfs and shawls (comprised in
(lasses 18, 14 and 15) special provisions have now heen
mude s see p. 258,

The applicant must state the nature of the article to
which the design is to be applied und, if the Comptroller
so requives, the purpose for which 16 1s to be used and the
materin! of which it i1s to be made. He may also be
required by the Comptroller to indorse on the applica-
tion n brief statement of the novelty ¢laimed for the design.

The application must be nccompanted by three or, where
the design is applied to a seb, jowr identical drawings,
photographs or specimens of the design, drawn or mounted
on ordinary foolscap paper. Drawings may be executed
in ink or pencil (fixed), but rough sketches will not be
aceepted.  To insure compliance with the mmute requive-
ments of the Patent Office in regard to drawings, ete., o
copy of the * Instructions ™ issued by the Office regarding
the registration of designs should be procured and studied.

If it 1s desired to secure a date of registration at the
enrliest possible mmoment, only one sketch of the design
(sufficient to identify it) need be sent upon application.
In this case the design, if aceepted, will eventually be
registered as of the date when the sketeh was received ;
but no certificate of regisiration will be 1ssued until three
exitet drawings, photographs or specimeny have been sent
in substitution for the sketeh.  'The applieation  papers
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being all in order, they should be sent by hand or by
prepaid post addressed to the Comptroller of the Patont
Ofice  (Designs  Braneh) 25, Southampton Buildings,
Chuncery Lane, London,

Thare is no opportunity given to the publie to oppose an
application to register a design; the only objections thut
the applicant is liable to encounter are those emunantimg
from the Patent Offiece.  The Comptrolier mny refuse to
register the design.  Butif so, he will notifly the applicant
of his objections, and the latter has then one month within
which to apply for o hearmg so that he way appear per.
sonally or by his ngent to argue the case.  When registra-
tion 1s refused on the ground of identity with some design
alrendy regislered, the applicant is entitled {o inspeet the
design cited as anticipating his own. If, after hearing
what the applicant has to ray, the Comptroller «till refuses
to register the design, the applicant may appeal to the
Board of Trade. Notice of appeal must be given on Form
Designg No. 25, within a month after the Comptroller’s
decision,

An application, not completed, owing to neclect on the
part of the applicant, within twelve months from the date
of filing, will be deemed to have been abandoned. The
applicant 1s notified of the expiry of this period, and has
14 days’ grace within which to complete his application.
If no hitch oceurs in the application, a certificate of regis-
tration 1s sealed in due course and forwarded to the appli-
cant, dated as of the day of application.

Tae MancuesTER OFFICE.

A Manchester Branch Office for Designsg has now been
established and is located, for the time beiug, at the Trade
Marks Registry of the Patent Office, 48, Royal Exchange,

Manchester, under the superintendence of the Keeper of
P D. 5
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Cotton Marks. It 18 concerned with the regislration of
dosigus in the following clussos s—
Class 18.—Printed or woven designe on textile picce
oods (other than checks or stripes).
. 1L —Printed or woven designs on  handkerchiefs
and siawls (other than checks or stripes).
o 16.—DPrinted or woven designs (on textilo piece
coods or on handkerehiefs or shawlg), heing
cheeks or stripes.

An apyteation for registration inany of the above ¢lagses
may be lodged either at the London or the Manchester
Office. 1t must he furnished in duplieate and accompanied
by sie ropresentations or specimens of the design.

For Clagses 13 and 14 the appropriate form is Designs
(Manchester) No, 1 (stamp 28, 6d.); for Class 15 the form
is Designs (Manchester) No. 2 (stamp 1s.).

The Manchestor Register contains entries concerning all
desiens registered in these elasses.  These entries also
appear in the London Register.

INTERNATIONAL AND COLONIAL ALRANGEMENTS.

An applicant who has already regisiered his design 1n
one or other of the Convention States can obtain a British
registration of the same date as his foreign application (or
the first of them, where there are several), provided he
applies m Iingland within 4 months »fter such foreign
application.

The names of the countries helonging to the International
Convention, or with which some similar preierential
arrangement exists, are given on page 234,

Durarion or CopyRiGHT.

Registration confers the exclusive right to apply the
registered design to any article in the class specitied for :
pariod of fire years,
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Prior to 1908 this was the limit of protection allowed. By
virtue of the Patents and Designs Act ol 1907, however, the
time may be extended for two further periods of 5 years each.

To obtanin oxtension of the period of copyright for a
second term of 5 years, application may be made at any time
aftor the registration of the design by lodging IForm Designs
No. 8 (stamp £1); but the oxtension will not he granted
mlecs the applieation be made at least a week before the
o. iration of the original period of 5 years. Where the pro-
priotor possesses several design copyrights expiring simul-
tnnwusl\ he mav include them all on one form, This
{6 exten lon ean be demanded as a matter of right under
s. 02 (2) of the Act. 'The second extension for a thied
period of 5 years is loft within the diseretion of the Comp-
trotler; 1t will not, however, be refused unless there are
special reasons against granting the extension., T'his final
extension may be applied for at any time not less than 6
months and not more than 12 months before the expiration
of the second pertod of 5 vears. The form to be used is
Desigus No. 9. and the fee is 10s. If the Comptroller
arants the application, the registered proprietor wiil he
duly notified of the favt, and he must then lodge Form
Designs No. 10 (stamp £1 10s.) at least a week before the
current copyright period expires.

Iixtensions of the period of copyright are advertised in
the Illustrated Oflicial Journal (Patents).

The wirmof protection cannot beextended Leyond 15 years.

CANCLLLATION FoR Nox-USER.

No conditions, beyond the payment of fees, are attached
to the contmuance of copyright in design. But if a
registered design 1s used in manufacture exclusively or
mamly outstde the United Kingdom, the proprietor runs
the same risk of having his registration cancelled as the
patentee whose patent i1s worked mainly abroad, with this

S 42
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differonce, however, that in the easo of n design no period
of grace is nllowod ; the application to annul may be made
al any time after tho registration. In other respects, the
procedure is precisely the same as that presceribed for the
revocation of patents on this ground.

Tir Rraisren,

A Rogister of Designs 18 kept ut the Patent Oflice, con-
tuining representntions, or specimens, of registered designs,
naes and addresses of proprietors of registered designs,
notifications of assignments and similar matters.  In order
to get hig name entered on the Regisier, a person who has
become entitled cither by assigmment or by licence to use
a registered design, must make his request to the Comp-
troller either conjointly with the registered proprietor on
Form Designs No. 11 (No. 12 for Lace) or, if he cannot
aob the registered proprietor to join with bhim, then upon
orm Designs No. 18, In the latter case the application
must be accompanied by a full statement of the ecireum-
stances in which he elaims to be entitled to an interest in
the design. The Comptroller may require the statement
to be verified by statutory declaration. The fee on
registration of assignment is the same as that required for
the original registration.

(@) Inspeetion of the Register.—The Register of Designs
is not aceessible to the public as freely as 1s the Register o
Patents. Tae general rule 1s that in the case of ordinary
designs 1nspection 1s not permitted until 2 years after
registration and, in the case of Manchester designs, not
before 5 years. During these periods, however, the Register
may be inspected by the proprietor of the design and by
persons authorised by the proprietor, the Comptroller or
the Court. A person entitled to mspect a design. before
the close time has expirved, must furnish the Comptroller
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with suflicient information to enable it to be identified.
[nspection tukes pluce in the presenco of an official of the
Patent Oftice und no copy of the design 1s allowed to be taken.

After the expiration of the close time, the design becomes
open to public inspection generally, and copies may be
tuken on payment of a small fee. Particulars as to the
duration and scope of any copyright may be obtained from
the Comptroller upon request on IMorm Designs No. 14,
nccompunied by information enabling the identification of
thie design 1n question.

(0) Lectification.—The Comptroller has ample power to
make clerieal smendments in the enfry in the Register al
the instance of the proprietor of the design; amendments,
for Instance, such as the corrcetion of an ervor in the
representation of the design or mm the name of the pro-
prictor (I'orm Designs No. 17), or the entry of a new
address (IMorm Designs No. 16). He wmay also, at the
proprietor's request, cancel the registration altogether, or
restrict the scope of the design to particular goods. Cor-
rections of this kind can bhe effected by forwarding to the
Comptroller a request on I'orm Designs No. 18 (stamp 1s.).

The power to rectify the Register, where sotneone else’s
design 18 concerned, at the instance of a *“ person aggrieved
is reserved to the Court. The rules regulating this proce-
dure are the same in the case of designs as 1in the case of
patents.  Any person hampered in his trade or preveated
from doing what he deems he has a right to do, by the
registration of a particular design, is & *‘ person aggrieved "
within the meaning of the Act. An obvious example
would be a person threatened with an action for infringe-
ment.  Anyone coming to the Court with a legitimate
arievanco of this kind is entitled to attack the obnoxious
design on all the grounds upon whieh registration can at
any time be attacked, e, want of novelty, defective title,
or invalidity through non-user.
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The powers conferred under this section are oxceedingly
wide, enabling the Court not only to expunge the name of
n person wrongfully registered, but at the same time to
substituto on the Register the name of the lnwful proprietor
of the design (Grocott’s Design).

An application to rectify the Register is made either by
summons or motion in the High Court, and 4 clear days’
notice must be given to the Comptroller, in case he may
wish to appear and oppose the application.



CHAPTER IIlI.
MARKING

AuL goods to which a registered design is applied must,
before delivery on sale, be marked with the prescribed
marks of registration. Every article must be marked with
the word “ REGISTERED ” or with the abbreviation * reen™
or “ rp,” and also (except in the case of designs registered
i Classes 9, 18, 14 and 15) with fhe number appearing on
the certificate of registration.

If the mark cannot be conveniently placed on the article
itself 1t may be put on a label attached to or a wrapper
containing the article. In the case of trimmings and lace,
it will be sufficient to place the mark on the packet in
which the material 18 put up for sale. But where & number
of articles are manufactured in a single piece and subse-
quently cut up and retailed separately, each unit must have
its own individual marking. Thus in Hothersall v. Moore
1t was held that the placing of a single mark upon the
corner of a square of a dozen dusters woven together, but
afterwards cut up and hemmed separately, was not sufh-
cient. I'or the result was that only one dusfer ultimately
bore the mark “ Regd,” aud the other eleven dusters went
out to the public without any indication that they were the
subject of a registered design. An article sold before if 1s
completely finished must nevertheless be marked, if 1t 1s
completed as far as the design 1s concerned.

Care should be taken to affix the mark to that part of
the article to which the design is applied or at least to
place it where it will not be misleading. In Lea v. Price
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tho registered design was for a lamp hend to be attached
to are gas lamps. The registration mark was placed not
on the lamp head at all, but on a metal ring at the base
of the gluss globe some little distance from the lamp head.
It was held that the marking did not comply with the
requirements of the Act. This decision is, however,
bulanced by two other decisions on the other side of the
line. A butter dish consisting of two parls, the dish and
the lid, was held to be sufliciently marked by being stamped
only on the dish, though the registered design was confined
to the lid. I'or without the dish the lid was useless
(Iiclding v. Hawley).

A similur point arose in the more recent case of Ingram
v. I'dwards. There the registered design was for an
electrolier bracket. The objection was taken that the
ariicle was marked only on the “ecup,” a detachable purt
adjucent to the burner and not novel in design. The judge
leit it to the jury to say whether the bracket would be
o coraplete article without the cup, and the jury finding
that it would not, the objeclion was overruled.

The consequences of fnilure to comply with the stalutory
requirement as to marking are not now so serious as they
were formerly. Whereas, prior to the Act of 1907, defective
marking entailed forfeiture of the copyright in the design,
now the only result 1s that the careless proprietor loses his
right to recover damages for infringement or the penalty
as .he case may be. This rule is, however, relaxed if he
can show that he took all proper steps to ensure the
marking of the article, or if he can prove that infringement
took place after the infringer had become aware of the
existence of the copyright in the design. It has heen held
that o issue orders for the marking of the articles, without
seeing that the orders were properly executed, was not
tuking ‘“all proper sleps ’’ within the meaning of the Act,
But where a proprietor had had -the dies for slamping
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the articles with the registration mark duly prepared and
sent to his manufacturer in Germany, who accidentnlly
used some other dies belonging to the same proprietor, the
Court held that reasonable care had been taken.

Articles of registered design must be marked in the
regulation manner even though they are destined solely for
export and use abroad.

The Board of Trade is empowered to modify or dispense
with the statutory requirements as to marking as regards
any description of article, where such modification is shown
to be expedient in the interests of any particular trade or
1dentity.

Any person falsely describing as “registered” any
design applied to an article sold by him 1s liable, on
summary conviction, to a fine not exceeding £5 for every
offence.



CHAPTER TV.
INFRINGEMEN'.

Reaisrrarion confers the exclusive privilege, during the
period of copyright, of applying the registered design to
any article or substance in the class in which it is regis-
tered, and every act done in confravention of this right
constitutes an infringement. It should be observed that,
according to the statutory definition of copyright, the
monopoly is limited to the right to «pply the desig.
Hence, but for the express provision in another part of the
Act, the proprietor’s right of redress would be only against
the manufacturer, i.c., the person who applicd the design.
To meet the obvious necessity of providing a remedy also
against the sale of articles bearing a pirated design, the
Act expressly includes in the category of infringer the
vendor who sells or offers for sale the pirated article,
knowing it to be an infringement. With this prefatory
observation, it will be well to proceed straight to s. 60
of the Patents and Designs Act, 1907, which deals with the
subject of infringement. The first part of the section
must be quoted verbatim, as the wording 1s important.

‘“ During the existence of copyright in any design 1t shall
not be lawiul for any person—

(@) Yor the purposes of sale, to apply or cause to be
applied to any article, in any class of goods In
which the design is registered, the design or any
fraudulent or obvious imitation thereof, except with
the licence or written consent of the registered
propristor, or to do anything with a view to enable
the design to be so applied; or,
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(b) Knowing that the design or any fraudulent or
obvious imitation thereof has been applied to any
article without the consent of the registered pro-
prietor, to publish or expose or cause to be published
or exposed for sale such article.”

T'he latter part of the section states that any act done
in contravention of this prohibition renders the offender
liable to pay either damages or a penalty and to be restrained
from further infringement by injunction.

Some comment 18 needed both as to who is an infringer
and as to what constitutes infringement within the meaning
of the above section.

(@) Infringer—IFirst, as to the infringer, it is to be
noticed that the section is only concerned with piracy
which results In, or aims at, the sale of the pirated article.
The application of a pirated design to an article for the
manufacturer's own use or delectation, though doubtless
an infringement, does not expose the infringer to the pains
and penalties of this section. 'There is further a clear
differentintion between two classes of infringer: (a) the
manwfactiwrer who