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or portion of the United States, shall be recorded in the Patent Office within
three months from the execution thereof, (a) for which the assignee or grantee
ghall pay to the Commissicner the sum of three dollars.

SECTION 12. And be it further enacted, That any citizen of the United States,
or alien, ~vho shall have been a resident of the United States one year next pre-
ceding, and shall have made oath of his intention to become a citizen thereof,
who shall have invented any new art, machine, or improvement th: -=of, and shall
desire further time to mature the same, may, on paying to the credit of the treas-
ury, in manner as provided in the ninth section of this act, the sum of twenty
dollars, (J) file in the Patent Office & caveat, setting forth the design and pur-
pose thereof, and its principal and distinguishing characteristics, and praying
protection of his right till he shall have matured his invention; {¢) which sum of
twenty dollars, in case the person filing such caveat shall afterwards take out a
patent for the invention therein mentioned, shall be considered a part of the sum
herein required for the same. And such caveat shall be filed in the confidential
archives of the office, and preserved in secresy. And If application shall be made

patented, as the other tenant in common has; and neither can restrain the other from
such use or sale, J[bid., 524.

A paper purporting to be an assignment of an expired patent is void, Bell v. Mc-
Cullogh, MS.—LEgavitr, J.; Ohio, 1858.

(¢) The provision as to recording assignments within three months is merely direc-
tory, and except as to intermediate bone fide purchasers, without notice, any subse-
quent recording is suflicient. Brooks v. Byam, 2 Story, 542.—Srony, J.; Mass,,
1843, Pits v. Whitmman, 2 Story, 615.~—Story, J.; Mass., 1843. Dlunch. Gun-
Stock Fac. v. Warner, 1 Blatchf,, 271.—~NEugon, J.; Ct., 1846. Llvlden v. Curtis,
¢ N, Hamp., 63.—~Woobnrry, J.; N. H,, 1819.

A mere license need not be recorded—it 18 not an exclusive right. Brooks v. Byam,
2 Story, 542, 543.—SToRY, J.; Mass,, 1843. Stevens v. Head, 9 Verm., 177,—WiL-
riams, Ch. J.; Vt, 1837.

Under this section an assignment must be recorded within three months to defeat
the right of a subsequent purchaser without notice, and for a vaiuable consideration.
In order to guard against an outstanding title of over three months’ duration, the pur-
chaser negd only look to the records of the Patent Office. Within that period he
must protect himself in the best way he c2n, as an unrecorded assignment would pre-
vail ; but it must be one in wri'ing, that inay be recorded. Gibson v. Cook, 2 Dlatcht.,
148.—NEewson, J.; N. Y., 1850.

See also DigEsr, titles AssiaNMENT, B, 2; LiceEnsk, B.

(6) The fee required on filing a caveat is now reduced to ten dollars, and such sum
13 no longer to be considered as a part of the sum required to be paid on filing a sub-
scquent application for a patent for the same invention. Act of 1861, §§ 9, 10.

(¢) This section is for the benefit of the inventor, but 1s not neccessary for the pres-
ervation of his right, nor does the omission to file a caveat impair his title. Hildreath
v. Heath, MS. (App. Cas.)—Craxon, Ch. J.; D. C,, 1841,

It only enables him to have notice of any interfering application. It, however, grives
no notice to the world, nor even to the interfering applicant, and is notice to the g‘om-
missioner only. Jbid.

The caveat is to set forth the * design and purpose” of the invention, and “its prin-
cipal and distinguishing characteristics;” but it is not necessary that it should cxplain
the prineiple involved, or the modes in which it can be applied, nor how 1t 1s distin-
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by any other person within one year from the time of filing such caveat, for a
patent of any invention with which it may in any respect interfere, it shall be
the duty of the Commissioner to deposite the desecription, specifications, draw-
ings, and model, in the confidential archives of the office, and to give notice, by
mail, to the person filing the caveat, of such application, (@) who shall, within
three months after receiving the notice, if he would avail himself of the benefit
of his caveat, file his description, specifications, drawings, and model; and if] in
the opinion of the Commussioner, the specifications of claim interfere with each
other, like proceedings may be had in all respects as are in this act provided in
the case of interfering applications: Provided, however, That no opinion or de-
cision of any board of examiners, under tl:z provisions of this act, shall preclude
any person interested in favor of or against the validity of any patent which has
beer or may hereafter be granted, from the right to contest the same in any ju-
dicial court in any action in which its validity may come in question.

SecTIoN 13. And be it further enacted, That whenever any patent which has
heretofore been granted, or which shall hereafter be granted, shall be inopera-
tive, or invalid, by reason of a defective or insufficient description or specifica-
tion, or by reason of the patentee claiming in his specification as his own inven-
tion, more than he had or shall have a right to claim as new ; if the error has, or
shall have arisen by inadvertency, accident, or mistake, and without any fraudu-

guished from other inventions. Nor is it nccessary to accompany 1t with specimens
of ingredients or compounds, or models or drawings, or with an oath of invention or
discovery. dnon., MS., Opin.—DBurack, Atty. Gen.; 1857.

'f'he Commissioner cay perform no act upon it, but filing it, nor in consequence of
it, except to give the caveator notice of a conflicting application.  Zbid,

A caveat answers a double purpose: 1st, to give notice of the claim of the inven-
tor; and 2d, to prevent a patent issuing to another for the same thing. Adllen v.
Hunter, 6 McLean, 304.—McLeay, J.; Ohio, 1855.

A caveat is evidence as to an invention, so far as it extends to the description of the
invention and the machinery which was then constructed. Jones v. Wetherell, MS.
(App. Cas.)—MorseLL, J.; D. C., 1835.

A caveat is not conclusive evidence that an invention is anot perfected. Joknson v.
Rouvt, MS.—SpPRrRAGUE, J.; Mass,, 18358,

A caveat will directly protect only one of several distinct patentable subjects fall-
ing within its general scope, at the clection of the party inventing them. Woodruff &
Cubb, Ex parte, MS. (App. Cas.)—MErrrick, J.; D. C,, 1880.

(2) The fact that a patent is granted to one person, while another has a caveat
pending and in force, will not of itself vacate the patent granted, nor authorize the
Commissioner to grant a patent to the caveator. Cochrane v. Walerman, MS. (App.
Cas.}—Cranch, Ch. J.; D. C,, 1844,

The purpose of a caveat i to save the discoverer of an invention from the effect of
the rule of law that gives to the inventor who first adapts his invention to practical
use the right to the grant of a patent; and if the Commissioner gives the caveator n>-
tice of any interfering application, it secures him against the effect of the rule. Phelps,
Dodye & Co. v. Brown Bros., 18 How. Pr.,, 7.—NEeLsox, J.; N. Y., 18359,

But if the Commissioner accidentally omits to give the caveator the notice required,
his rights will not be prejudiced thereby. Jbid.

Sce also DigEsT, title CAVEAT.

3
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lent or deceptive intention, it shall be lawful for the Commissioner, upon the
surrender to him of such patent, and the payment of the further duty of fifteen
dollars, to cause a new patent to be issued to the said inventor, for the same in-
vention, for the residue of the period then unexpired for which the original
patent was granted, in accordance with the patentee’s corrected description
and specification. (@) .And in case of his death, or any assignment by himn made

——

(a) This section contemplates two classes of cases, where a patent 1s snvalid or inop-
erative ; 1st, by reason of a defective or insufficient specification; and 2d, where
the same oljection arises because the patentee has claimed more than he had a right
to claim. Goodyear v. Day, MS.—DickEerson, J.; N. J., 1852,

This section may be regarded as affirming the propriety of the usage which had
obtained under the former laws, and under which a second reissue was allowed as
well us the first. French v. Rogers, MS.—IKaxzg, J.; I’a, 1851.

There may be more than one reissuc of the same patent. The surrender and re-
issue should be allowed to follow cach other as often as the inventor is coutent to be
rmore specific or more modest in his claims, Zbid. Also Ball, Ex parte, MS. (App.
Cas.)—MorseLL, J.; D. C,, 1860.

The power to correct mistakes in a patent is confided to the Cominissioner of Pat-
ents under this section, and doces not belong ¢o the courts. The courts can only con-
strue the specification and claim as it stands. AKuttle v. Merriam, 2 Curt., 478, —
Currtis, J.; Mass., 1855.

This section gives to the patentee the right to correct his description or specifica-
tion, when its imperfection has arisen trem inadvertency, accident, or mistake. Dut
the only condition on which this can be done, 1s that the original pateunt is (ropera-
tive or invalid by reason of a failure te comply with the requiremenic of the statutes,
The procecding is therefore equivalont to a distinet admission, made in the most
solemn form, that the patent has no validity in the sense of entitling a patentee to an
action for its infringement. Morfitt v, Gaab, MS.—Lravirr, J.; Ohio, 1860.

The words in this section, * it shall be lawful for the Commissioner, &e., to cause
a new patent to be issued,” are ta be construed as mandatory, and to be of the same
iinport as if the words had been, “it shall be the duty of the Commissioner,” &e.
The true meaning 1s, the Cormmissioner is to have no discretion 1n the case provided
for in the section, Dyson, Hx parte, MS. (App. Cas.)—Dunvrop, J.: D. C,, 1860,

When the case provided for arises, he is commanded to exercise the power,
whether he thinks it just and right to exercise it or not; he has no discretion, /Zbid.

The surrender and reissue of a patent extended by act of Congress, after an exten-
sion, under § 18 of the act of 1836, stands on the same footing as if such surrender
and reissue were made under the extension by virtue of said § 18. Gibson v. Hur-
ris, 1 Blatchf, 169, 170.—NELson, J.; N. Y., 1846.

It is not the meaning of this section that the patentee, in his reissue, must de-
scribe and claim in his new specification, either in words or idea, just what he de-
scribed and claimed in his old one; but his specificatlon must be of the same inven-
tion, and he cannot embrace a different subject tnatter than that he sought to patent
originally. French v. Rogers, MS.—KANE, J.; Pa., 1851. Battin v. Taggert, 17
How., 83.—McLgax, J.; Sup. Ct., 1854.

Upon an application for a reissue, the applicant 1s not neecssarily confined to the
original record, i. e., the patent and specification, but the original model may be re-
ferred to as evidence of the then invention. Ball, Kz parte, MS. (App. Cas.) Wil-
son v. Singer, MS., (App. Cas.)—Dvunror, J.; D. C., 1860. Dietz, Ex parte, M5,
(App. Cas.)—MorseLy, J.; D. C,, 1860,
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of the original patent, a similar right shall vest in his executors, administrators,
or assignees. (¢) And the patent, so reissued, together with the corrected de-
scription and specification, shall have the same effect and operation in Iaw, on
the trial of all actions hereafter commenced for causes subsequently accruing, as
though the same had been originally filed in such corrected form, before the
issuing out of the original patent. (5) And whenever the original patentee shall
be desirous of adding the description and specification of any new improvement
of the original invention or discovery which shall have been invented or dis-
covered by him subsequent to the date of his patent, he may, like proceedings

Lo LN W T B

This section does not point to the specification and model as the sole means of
proof, er to any means of proof. All that it requires is, that the reissue should be
for the same invention originally intended to be patented. Dyson, Er parte, MS.
(App. Cas.)—Dusvror, J.; D. C,, 1860.

What the legislature designed to secure to patentees by this section was to enable
them to cure honest mistakes, and to get substantial protection for the same invention
they had made and intended to be patented when the original patent was granted,
The only limitation in the statute is, that the invention shall be the <ame, 1b:d.

Any legal proof to show it to be the same invention, whether found in the record
or aliunde, ought to be received. No authority 1s given to the Patent Office to limit
the range of proof, It is open to the patentee to offer any sufficient legal proof,
record or otherwise. Jbiud.

Fee on reissue now thirty dollars, Act of 1881, § 10.

See also Digrsr, title Reissue or Patrexr, B., C.

(¢) Under this section the power to surrender a patent and take out a renewa
thereof, 1s vested exclusively in the patentee, his exccutors, administrators, or assigns
and there is nothing restricting such right because of special or limited grants ot
licenses previously made. Smith v. Mercer, 4 West, Law Jour., 52.—Kaneg, J.; Pa.,
18486.

By this section the sole right to surrender is given, 1st, to the patentee, if he is
alive and has made no assignment of the original patent; 2d, to the executors and ad-
ministrators of the patentee, after his decease, where there has been no such assign-
ment; and 3d, to the assignee, where there has been an assignment of the original
patent. The right to surrender 1s given to no one else, Potler v. Holland, MS.—
InegrsoLL, J.; Ct., 1858.

Where, however, there has been an assignment of an undivided part of the whole
patent, in such case the assignce and patentee become joint owners, and should join
in the surrender; and if they do not it will be invalid, unless the part owner not join-
ing shall ratify it. Zbid. |

A licensee has no authority to make a surrender, and one made without his consent
1s valid. But such a licensece may hold under the original or the reissued patent, as
he prefers. Zbid, _

There may be a claim of right in an invention, under one or the old patent, for one
scction of the country, and a different claim of right, under the reissued patent, for the
same invention, for another section of country. JZbud.

See also DicEst, title Reissur or Parext, A.

() Under this section the second patent, with corrected specifications, has relation
back to the emanation of the first patent, as fully for every legal purpose as to causes
subsequently aceruing, as if the second patent had been issued at the date of the first
one. Stanley v. Whipple, 2 McLean, 37.-—McLeax, J.; Ohio, 1839,
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being had in all respects as in the case of original applications, and on the pay-
ment of fifteen dollars, as hereinbefore provided, have the same annexed to the
original description and specification ; and the Commissioner shall certify, on
the margin of such annexed description and specification, the time of its being
annexed and recorded ; and the same shall hereafter have the same effeet in
law, to all intents and purposes, as though it had been embraced in the original
description and specification. (a)

SEcTION 14. And be it further enacted, That whenever, in any action for dam-
ages for making, using, or selling the thing whereof the exclusive right is securad
by any patent, heretofore granted, or by any patent which may hereafter be
granted, a verdict shall be rendered for the plaintiff in such action, it shall be in
the power of the court to render judgment for any sum above the amount found
by such verdict as the actual damages sustained by the plaintiff, not exceeding
three times the amount thereof, according to the circumstances of the case, with
costs; () and such damages may be recovered by action on the case, in any

— ik L T e e .

A reissued patent is only a continunation of the original one. Ames v. Howard, 1
Sumn., 488.—ST1oRY, J.; Mass,, 1833. Stanley v. Whipple, 2 McLean, 37.—~McLEan,
J.; Ohio, 1839. Woodworth v. Hall,1 Wood. & Min., 257.—Woopsury, J.; Mass.,
18486,

The rights of the patentee are to be ascertained by the law under which the original
application was made. Shaw v. Cooper, 7 Pet., 315.—McLEAN, J.; Sup. Ct., 1833.

A patecutee cannot by «a surrender affect the rights of third persons to whom he had

reviously conveyed an interest. Woodworth v. Stone, 3 Story, 750.—Story, J.;
g[ass., 1845. McBurney v. Goodyear, 11 Cush,, 370.—MEeRricK, J.; Mass., 1853.

The grant of an amended patent is conclusive as to the existence of the facts neces-
gary for a reissue; unless it is patent there 1s a clear excess of authority, or there has
been frand. Allen v. Blunt, 3 Story, 745.—Srory, J.; Mass, 1845, S. €, 2 Wood. &
Min., 139.—WoobpBury,dJ.; Mass., 1846. Battir v. Taygart, 17 How., 84.—McLEAN,
J.: Sup. Ct., 1854.

(«) lETnder this section an improvement may be annexed to the specification of the
original patent, so as to make it form a part of the original patent; but there is noth-
ing that forbids an inventor taking out a new patent for the improvement, if he pre-
fers it. O’ Reilly v. Morse, 15 How., 122.—Taxey, Ch. J.; Sup. Ct., 1853.

Nor is he bound in his new patent to refer specially to his former one, [fbud., 122,

The provision of this section authorizing additions to patents for improvements, is
now repealed, and patents of additions are no more granted. Act of 1861, § 9.

(¢) The patent act of 1790, § 4, made the infringer liable to pay such damages as
the jury should find, and also forfeit the machine. The act of 1793, § 5, declared
that an in‘ringer shounld pay a sum equal to three times the price for which the patentee
had sold licenses. The act of 1800 provided that an infringer should pay three times
the actual damages sustained. Seymour v. McCormick, 16 How., 488,—GRIER, J.;
Sup. C.., 1853. o

This section confines the jury to the actual damages sustained by the patentee.
The power to increase them as punitive damages is committed to the discretion and
juc‘ldgment of the court, Jb¢d., 488, |

ctual damages, according to this section, are the amount fixed by the verdict.
Stephens v. Felt, 2 Blatchf., 38.—Bgerrs, J.; N. Y., 1846.
But such termm cannot be construed to mean exemplary, vindietive, or punitory
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sourt of competent jurisdiction, to be brought in the name or names of the per-
son or persons interested, whether as patentees, assignees, or as grantees of the
sxclusive right within and throughout a specified part of the United States. (@)

SecrioN 15. And be it further enacted, That the defendant in any such action
shall be permitted to plead the general issue, and to give this act and anv special
matter in evidenee, (6) of which notice in writing may have been given to the

P PR

damages, inflicted by way of smart money, Stimpson v. Railroads, 1 Wall,, Jr., 169.
—GRIER, J.; Pa., 1847, Luck v. Hermance, 1 Blatehf., 406..—NxgLsown, J.; N. Y.,
1849, Piits v. Hall, 2 Blatehf., 238.—NEgLson, J.; N. Y., 1851.

Damages are only to be compensatory: the criterion 1s indemnity. Parker v.
Hulme, 7 West, Law Jour,, 428.—KANXE, J.; Pa., 1849,

Damages cannot include counsel fees, in addition to the taxable costs, Stimpson
v Railroads, 1 Wall,, Jr., 166, 169,—GRIER, J.; Pa., 1847, Dlanch. GQun-Stock Fuc.
v. Warncr, 1 Blatehf,, 272.—NEgwLson, J.; Ct., 1846. Parker v. Hulme, 7 West. Law
Jour., 429.—IKANE, J.; Pu. 1849, Teese v. Huntington, 23 Ilow., 8.—CLIFFORD, J. ;
Sup. Ct., 1859,

It vests with the discretion of the court whether the damages shall be trchled. DPre-
vious to 183C, the court was compelled to treble them.,  Geyon v, Servell, 1 Blatehf,
245.—NELsox, J.; N, Y., 1847, Stimpson v. Railroads, 1 Wall., Jr., 166.—GRIER, J. ;
Pa., 1847.

The court may Increase the damages though the plaintiff is not entitled to costs,
for neglect of filing a disclaimer, as required by § 9 of the act of 1837, Guyon v.
Serrell, 1 Dlatchf., 246.—NEgLson, J.; N. Y., 1847,

The object of this section, as to trebling damages, is to remunerate patentees, who
were compelled to sustain their patents against wanton and persistent infringers.  Sey-
mour v. Mc('urmick, 16 llow., 488,—GriER, J.; Sup. Ct., 1853, Bell v, McCul-
loch, MS.—Lxravitt, J.; Oho, 1858.

See also DicesT, titles DAMAGES ; INFRINGEMENT.

(@) The word * assignces” in this section, is to be construed Dy reference to § 11,
of the same act, as meaning the assignees of a whole interest, or an undivided one, or an
exclusive local richt. Blanckard v. Eldridge, 1 Wall,, Jr., 340.—Grigr, J. ; Pa., 1849.
Suydam v. Hay, 2 Blatchf, 23.—NEeLsow, Berrs, JJ.; N. Y., 1846.

To enable an assignee to sue in his own name, he must have the exclusive right, or
entire, or unqualificd monopoly, which the patentec had, excluding the pateutee him-
self as well as others.  Goeyler v. Wilder, 10 How., 493.—TaxEy, Ch. J.; Sup. Ct.,
1850.

The assignecs of an exclusive richt in a patent, are the proper persons to maintain
an action for a violation of it. Washburn v. Gould, 3 Story, 131, 167.—StoRY, J.;
Mass., 1846.

The grantee of an exclnsive right under a patent, even though such right is Jimited
to a particular number of machines, may maintain an action for infringement. Wilson
v. Kosscau, 4 How., 686, 688.—NEwLsoyn, J.; Sup. Ct.,, 1845.

Under this section, in connection with § 11, an action is given only to such party
—composed of one or more persons—as possesses the whole interest in the patent.
Suydam v. Day, 2 Blatchf,, 283 —NgLson, Berrs, JJ.; N. Y., 1846.

Where a party has an inter:st in only a part of a patent, as a license to use the
invention, he canrot maintain an action for an infringement, Jbid., 23.

Under this sec.ion, an act’on is properly brought in the name of a patentee, in
bebalf of a license who is damaged by an infringement. Goodyear v. McBurney,
3 or 4 Blatchf~—Nxrsox, g.3 N. Y., 1853,

(¢) The defendant need not plead the general issue, and give notice of the special
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plaintiff or his attorney, thirty days before trial, (@) tending to prove that the
description and specification filed by the plaintiff does not contain the whole
truth relative to his invention or discovery, or that it containg more than is nec-
essary to produce the described effect; which concealment or addition shall fully
appear to have been made for the purpose of deceiving the public, () or that
the patentee was not the original and first inventor or discoverer of the thing
patented, or of a substantial and material part thereof claimed as new, (¢) or that
it had been described in some public work anterior to the supposed discovery
thercof by the patentee, (@) or had been in public use or on sale with the con

S —

matter. He may plead specially, and then the plea is the only notice. Erans v,
Eaton, 3 Wheat., 504.—Marsuart, Ch, J.; Sup. Ct., 1818, Grunt v. Raymond, 6
Pet., 247.—Magrsnary, Ch. J.; Sup. Ct., 1832, Phillips v. Combstock, 2 Mcl.ean, 525.
—McLEax, J.; Ind., 1849, Snith v. Ely, 156 How., 141.—Taney, Ch. J.; Sup. Ct,,
1853. Day v. N. E. Car-Spring Co., 3 or 4 Blatchf.-—Betrs, J.; N. Y., 1854,
ConTrA, Wilder v. Gayler, 1 Blatchf, 508.—NxLson, J.; N. Y., 1850 but this case

overruled by the last.

But where notice of special matter 1s given under the general issue, special pleas
containing the same matters cannot be filed. Wilder v. Gavler, 1 Blatelif., 597.—
NEewson, J.; N. Y., 1850, DBrunswick v. Holzalb, MS.—LEaAvIrT, J.; Olio, 1858.

The right to plead the general issue and give notice,is an enlargement of the de-
fendant’s mode of defence, but does not take away his right to plead specially.  Phil-
lips v. Combstock, 4 McLean, 525.—McLEean, J.; Ind., 1848.

(0) Neo order of court is necessary to entitle a defendant to file and serve notice of
speciui matter. Ii is only necessary that it be in writing and be served thirty days
before the trial. Teese v. Zuntington, 23 How., 10.—CLrirrorp, J.; Sup. Ct., 1859,
If a first notice is defective or not sufficiently comprehensive, other notices may be
given to remedy thg detect or supply the deficiency. . fb:d., 10.
Under such notice, depositions taken before it was served, as well as those taken

afterward, are admissible. Jbid,, 10.
Notices may be served in term time, but must be thirty days before trial. Zatl/a

v. Shawk, MS.—Lgavirr, J.; Ohio, 1859.

(6) A defect or concealment is not fatal, unless made with an intention to deceive.
Whistemore v. Culter, 1 Gall.,, 437.—Srory, J.; Mass, 1813. Gray v. James, Pet.,
C. C.,, 409.—WasniNGTON, J.; Pa., 1817. Lowell v. Lewis, 1 Mas., 188, 189.—Sr0
RY, J.; Mass.,, 1817.

The question as to the materiality of the thing concealed 1is, could an artist, after
the expiration of the patent, construct a machine by looking at the specification,
Reutgen v. Kanowrs, 1 Wash,, 171.—Wasnineron, J.; Pa., 1804.

(¢) The defence “ that the patentee was not the original and first inventor or dis-
coverer of the thing patented,” is complete without showing that the first inventor
had put his invention in practice. Hildreath v. Heath, MS. (App. Cas.)—Craxcn,
Ch. J.; D. C.,, 1841.

No person who is not at once the first and original inventor, is entitled to a patent.
A subsequent inventor, though an original one, is not. Reed v. Cutter, 1 Story, 596,
—ScORY, J.; Mass,, 1841.

See also Diagsr, title INvenTOR, B,
(d) The description in a public work must be sufficiently full and precise to enable

a mechanic to construct the machine, and must be in all material respects like that
covered by the plaintiff’'s patent. Purker v. Stiles, § McLecan, 61.—McLEax, J.;

Ohio, 18498,
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sent and allowance of the patentee before his application for a patent, {(«) or
that he had surreptitiously or unjustly obtained the patent for that which was i
fact invented or discovered by another, who was using reasonable dilicence in
adapting and perfecting the same; (b) or that the patentee, if an alien at the time
the patent was granted, had failed and neglected for the space of eighteen months
from the date of the patent, to put and continue on sale to the public, on reason-

S g e M

The publication may be proved as to its contents, and the fact of publicatiou by the
production of the book, or by parol testimony. Allen v. Hunter, 6 McLeuu, 314.—
McLEgay, J.; Ohio, 1855.

The publication must have been prior to the fime of invention. It is not sufficient
that it was prior to the tine of application for a patent,  Bartholomew v, Suwyer, MS.—
IseERrsoLL, J.; N.Y., 1859. Allenv. Hunter,6 McLean, 314,—McLgax, J.; Ohio, 1855,

To render adinissible in evidence a printed publication 1t is not necessary to ke

roof of the date of its publication. A book purporting on its title-pave to Le pub-
ished in ¢ in year will be received without proof that it was then published.
Judson v. Cup., MS.—Leavitr, J.; Ohio, 1860.

A book of plates without any letter press cannot be admitted in evidence,  Sean-
Lo, that it is not a * printed publicatiun.” Lbid,

Where reference 1s made to a publie work, it should be to the particular part of the
work intended to be relied upon. A reference merely to the title of the work is not
cufficient. Foote v. Silsby, 1 Blatcht,, 454, 462, —CoxNkLING, NELsoN, JJ.; N. Y.,
1249. Silshy v. Foote, 14 How., 222, —Cvrrris, J.; Sup. Ct.; 1852,

Sce also Digesr, title 1’csric Work.

(a) The public use or sale, to defeat the inventor of a right to a patent, must he a
public use or sale by others with his knowledge and consent betore his application for a
patent.  Ryan v. Goodwin, 3 Sumn., 518.—ST1ory, d.; Mass, 1830, Wyeth v. Stone, 1
Ntory, 281.—SToRY, d.; Mass,, 1840. Guayler v. Wdlder, 10 How,, 496, 498, —TANEY,
(h.d.; Sup. Ct., 1850, Pitts v. Hall, 2 Blateht, 235, 236.—NEeLsoxn, J.; N. Y,
1x51.  Hunt v. Howe, MS. (App. Cas.)—MorseLr, J.; D. C,, 1855.

A use with the inventor’s knowledge or consent, or experimental to ascertain its
value, utility, or success, or & use intermediate the application and grant, will not he
suticient. Ryun v. Goodwin, 3 Sumn., 518.—3tory, J.; Mass,, 1839,  Wyeth v.
Stone, 1 Story, 281,—StoRy, J.; Mass,, 1840. Pierson v. Eagle Screw Co., 3 Story,
$07.—Srory, J.; R. L, 1844, Winansv. N. Y. & Har. R. R., 31 Jour. Fr. Inst., 3d
Ser.,, 322.—NEgLsoN, J.; N. Y, 1835,

The right to use an invention for two years before application for a patent, is con-
ferred by the act of 1839, § 7.

See also Diagesr, titles ApaNpoNMENT, A.; PursLic Usk.

) An inveutor who has first actually perfected his invention will not be deemed
to have surreptitiously or unjustly obtained a patent for that which was in fact first in-
vented by another, unless the latter was at the time using due diligence in adapting
and perfecting his invention.. Revd v. Cutter, 1 Story, 599.—Srory, J.; Mass., 1841.

But the first inventor has the prior right if he is using dae diligence, even though an-
other may have first perfected t[:e invention. Jbid., 600,

The clanse using * reasonable diligence 12 adapting and perfecting” an invention is
applical:le only to the case of a defence that the plaintiff’s patent had been surrepti-
tiously or unjustly wbtained ; and if pleaded, it may be necessary for the defendant to
show, in order to vacate the patent, that he was using due diligence when the patent
was obtained.  Perry v. Cornell, MS. (App. Cas.)—Craxcu, Ch. J.; D. ) 1847,

The words “ unless such person was using reasonable diligence in adapting and per-
fecting the same,” constitute a qualificat on of the preceding language of the section, so
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able terms, the invention or discovery for which the patent issued ; (@) in either
of which cases judgment shall be rendered for the defendant with costs. And
whenever the-defendant relies in ns defence on the fact of a previous invention,
knowledge, or use of the thing patented, he shall state, in his notice of special
matter the names and places of residence of those whom he intends to prove to
have possessed a prior knowledge of the thing, and where the same had been
used. (5) Provided, however, That whenever it shall satisfactorily appear that the
patentee, at the time of making his application for the patent, believed himself
to be the first inventor or discoverer of the thing patented, the same shall not
Le held to be void on account of the invention or discovery or any part thereof
having been before known or used in any foreign country, it not appearing that

il e i,

that an inventor who has actually perfected his invention will not be deemed to have
surreptitiously or unjustly obtained a patent for that which wasen fact invented by
another, unless. the latter was at the time using reasonable diligence in adapting and
perfecting the saine.  Marshall v. Mee, MS, (App. Cas.)—Dunrop, J.; D. C., 1858.

The defence that the patentee had “surreptitionsly and unjustly obtained a patent
for that which was in fact Invented or discovered by another, who was using reasona-
ble diligence in pertecting and adapting the same,” does not necessarily imply bad
faith on the part of the patentee against whose patent this defence is set up. Thae
words were intended to be used, and are used, in their broadest sense. Phelps, Dodge
& Co. v. Brown Bros., 18 How. Pr.—NEgLsox, J.; N.Y., 1859. ‘

If a person does not use due diligence in perfecting his invention after he has con-
ceived the idea, and another conceives the idea and perfects it, and applies it to use,
the latter will be considered the first inventor, and a patent granted the former will
be void, Ransom v. Mayor, &c., of New York, MS.—HavrL, J.; N. Y., 18586,

() An alicn patentee must put and continue on sale his invention within cighteen
months from the date of his patent. Hildreath v. Heath, MS. (App. Cas.)—CraNcH,
Ch. J.; D. C, 1841,

The assignees of an alien patentee take only the right of their assignors; and such
assignees, upder this section, must put the invention on sale within eighteen months
from the time of issuing the patent. Tatham v. Loring, 5 N. Y. Leg. Obs,, 208.—
SToRrY, J.; Mass., 1845.

Contra, That such assignees take their patent with all the privileges of American
citizens. The alien clause in this section does not apply to such assignees. Zatham
v. Lowber, 2 Blatchf,, 560, 61.—~NzgrLson, J.; N. Y., 1847.

But it is not necessary that an alien patenfec, or his assignee, should take active
measures for putting his patented invention in the market, and forcing a sale, but only
that hoe should at all times be ready to sell at a fair price when a reasonable offer is
made. Tatham v. Le Roy, MS., NELson, J.; N. Y., 1849,

() The provision in this section, requiring notice of prior knowledge and use, was
intended to guard against surprise from such evidence as was given in Whitney’s case.
Though his invention was one of undoubted originality, two persons were brought for-
ward, one of whom testified that he had seen such an invention in England seventeen

ears before, and the other that he had scen one in Ircland. Wilton v. Railroads, 1
{Vall., Jr.,, 195.—GRIER, J.; Pa,, 1847,

The provision of the statute requiring notice of the previous use, is designed to give
the patentee the benefit of examining into the facts of the supposed prior use. Cole-
man v, Liesor, MS.—LEeavirt, J.; Ohio, 1859.

This section requires only the names and residences of the persons who possessed
the prior knowledge, and of the places where the invention had been used. The
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the same or any substantial part thereof had before been patented or described
in any printed publication. (@) And provided, also, That whenever the plaintifY
shall fail to sustain his action on the ground that in his specification of clanmu is
embraced more than that of which he was the first inventor, if 1t shall appear

names and residences of the witnesses need not be given, Wilton v. Railroads,
1 Wall, Jr., 195.—GRIER, J.; Pa., 1847. Many v. Jagger, 1 Blatchf.,, 376.—NEgLsoN,
J.;: N.Y. 1848.

Notice of the time of the prior knowledge or use is not required. Pkillips v. Page,
24 How., 168.—NEeLson, J.; Sup. Ct., 1860.

In the seventh circuit, the notice must specify the street or factory where the prior
structure was used, or the name of the person or owner using it. The name of the
city, or town, or county, is not sufliciently definite as to place. Latta v. Shawk, MS.—
Leavrrr, J.; Ohio, 1859. Coleman v. Lzesor, MS.—Lgavrrr, J. ; Ohio, 1859,

And also, the name of the person by whom the prior knowledge is to be proved.
Judson v. Cope, MS.-——LEavirr, J.; Ohio, 1860.

See also DigesT, title GENERAL Issug, B.

() The provision of § 7 and of this section introduced an important modification into
the laws of patents, designed to protect the American inventor against the injustice of
being thrown out of the fruits of his ingenuity by the existence of a secret invention
or discovery abroad, that is a discovery not patented, and not described in any printed
publication. Anon., 5 Opin., 21.—TovcEey, Atty. Gen., 1848,

The only exception to the rule that a patentee must be the original and first inventor,
exists in the case of a party obtaining a patent, belicving himself to be the original
inventor, and his invention is shown to have been krown in a foreign country, but not
patented there, or described in a printed publication. Parker v. Stiles, 5 McLean,
61.—McLeav, J.; Ohio, 1849,

In determining whether the patentee believed himself to be the first inventor, the
defendant may give evidence that the patentee knew of the existence of the thing
abroad ; and in considering the fact whether he so believed himsclf to be the first
inventor, it is material to determine whether he was in fact the original inventor. For-
bush v. Cook, 10 Mo. Law Rep., 664,—Cur11s, J.; Mass., 1857.

A prior use of a thing in a foreign country will not invalidate a patent subsequently
taken out here, where the inventor beheved himself to be the first inventor, unless the
nrior invention had been patented, or described in some printed publication. Cole-
man v. Liesor, MS.—Lxavrrrt, J.; Ohio, 1859,

Evidence cannot be received of an actual use and knowledee of an invention in a
forcign country, prior to the time of the invention here, but the defendants must be
confined to the description of the invention as found in printed publications or patents:
they cannot go beyond such publications or patents. Judsor v. Cope, MS.—LEeavirr,
J1.; Ohio, 1860.

The time referred to in this section by the terms “ having been before known and
used in any foreign country,” or ¢ had been patented or described in any printed pul.-
lication,” 1s the time when the original discovery or invention of a patentee was made,
and not the time when he presented his application for a patent,  Bartholomew v,
Sawyer, MS.—InaersoL, J.; N. Y., 1859,

A foreign patent, in order to defeat an American patent for the same invention,
must have been before the discovery or invention here: it is not suflicient that it is
before the application. Howe v. Morton, MS.—SpraGuUE, J.; Mass., 1800.

An invention is not “patented” in England within the meaning of this section, unt
the complete specification has been enrolled—until the invention shall have been made
patent to the world, which i3 usually six mounths from after the date of the patent. fbid:
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that the defendant had used or violated any part of the invention justly ana
truly specified and claimed as new, it shall be in the power of the court, to ad-
judge and award as to costs as may appear to be just and equitable. (a)

Sec1ioN 18. And be it further enacted, That whenever there shall be two inter-
fering patents, or whenever a patent on application shall have been refused on an
adverse decision of a board of exaniners, (§) on the ground that the patent
applied for would interfere with an unexpired patent previously granted, any
person interested in any such patent, either by assignmeit or otherwise, in the
one case, and any such applicant In the other cuse, may have remedy by hill in
cquity ; and the court having cognizance thereof, on notice to adverse parties,
and other due proceedings had, may adjudge and declare either the patents void
in the whole or in part, or inoperative and invalid in any particular part or por-
tion of the United States, according to the interest which the parties to such suit
may possess in the patent or the inventions patented, and may also adjudge that
such applicant is entitled, according to the principles and provisions of this act,
to have and receive a patent for his invention, as specified in his claim, or for any
part thereof, as the fact of priority of right or invention shall in any such case be
made to appear. (¢) And such adjudication, if it be in favor of the right of such
applicant, shall authorize the Commissioner to issue such patent, on his filing a
copy of the adjudication, and otherwise complying with the requisitions of this
act. Provided, however, That no such judgment or adjudication shall affect the
rights of any person except the parties to the action and those deriving title from
or under them subsequent to the rendition of such judgment.

- bl el ik el — - e —

(¢) The second proviso of this section virtually superseded by the act of 1837, § 9,
which sce.

() Or of the chief-justice and assistant justices of the Circuit Court of the Dis-
trict of Columbia, as appeals are now authorized to be taken to them, instead of to the
Board of Examiners referrod to in this section. Acts of 1839, § 11, and of 1852, § 1.

The provisions of this section also extended “to all cases where patents are refused
for any reason whatever,” Act of 1839, § 10.

(¢) Proceedings, under this section and § 10 of the act of 1839, in equity, against
the Commissioner of Patents, to compel him to issue a patent, must be commenced in
the Cireuit Court of the United States for the District of Columbia, and the Cireuit
Courts in the various states have no jurisdiction. Prentiss v. Ellsworth, Mir. Pat.
Off., 35, 36.—RanpaLL, J.; Pa., 18486.

Upon a bill filed under this section and § 10 of the act of 1839, to declare a patent
granted by the Commissioner invahd or 1noperative, the hearing is altogether inde
pendent of that before the Comunissioner, and takes place upon such testimony as the
parties may see fit to produce, agreeably to the rules and practice of a court of equity.
The evidence before the Commissioner is not evidence in such a suit except by consent
of parties; nor are the parties restricted to the testimony used before the Commis-
sioner. [Either party is at liberty to introduce additional evidence. Atkinson v. Board-
man, MS.—NEgLson, J.; N. Y,, 1851,

The assignee of an invention, by virtue of an assignment made before pateut issued,
may file a bill in his own name under this section and § 10 of the act of 1839, against
n patentee to whom a patent issued on the rejectiop of his assignor’s application, for
the purpose of annulling the patent so issued, and having one granted to him as
assignee, And such assignment necd not have been recorded before suit brought ; it
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SectIoN 17. And be it further enacéed, That all actions, suits, controversies,
and cases arising under any law of the United States, granting or confirming to
inventors the exclusive right to their inventions or discoveries, shall be originally
cognizable, as well in equity as at law, by the circuit courts of the United States,
or any district court having the power and jurisdiction of a cireunit court; which
courts shall have power, upon a bill in equity filed by any party aggrieved, in any
suzt ease, to grant injunctions, according to the course and principles of courts
of equity, to prevent the viclation of the rights of any inventor as secured to him
by any law of the United States, on such terms and conditions as said courts may
deem reasonable: (@) Provided, however, That from all judgments and decrees
from any such court rendered in the premises, a writ of error or appeal, as the
case may require, shall lie to the Supreme Court of the United States, in the same
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will be sufficient if it is recorded at any time before the issuing of the patent, Geoy v.
Cornell, 1 Blatehf, 509, 510.——NELsoN, J.; N. Y., 1840,

The Circuit Courts of the United States have exclusive jurisdiction under this sec-
tion. Gibson v. Weodworth, 8 Paige, 134.— W aLworry, Chan.; N. Y., 1840,

(¢) The jurisdiction conferred upon the Circuit Courts by this scetion is the same
in its nature and extent as the equity jurisdiction in England, from which it is derived.
Allen v. Blunt, 1 Blatehf.,, 486.—NELsox, J.; N. Y., 1849,

Under this section the Cirenit Courts have jurisdiction irrespeetive of the right of
the plaintift to an injunction or a demand for one.  Nevins v. Joknson, 4 Blatchf.—
—NEeLson, Berrs, JJ.; N.Y., 1853.

The natural interpretation of the language of this section scems to be, that Congress
has bestowed upon this court a common jurisdiction, Doth on its law and equity sides,
over all cases under the patent laws, and that no suit of that character can be 1ain-
tained at law which may not also be prosecuted in equity. Jbid.

Under this section the Circuit Courts of the United States have not only original,
out exclusive cognizance of all actions arising under the patent laws. Dudley v. May-
kew, 3 Coms., 14.—SrtroNnG, J.; N. Y., 1849, Elmer v. Penncl, 40 Maine, $34.—
Rick, J.; Me., 1855. Parsons v. Barnard, 7 John., 144.—CuriaM; N, Y., 1810.

In eases arising under the patent law, the jurisdiction of the Circuit Courts does not
depend upon the citizenship of the parties to the action, or the amount in controversy,
but upon the subject matter. _Allen v. Bluni, 1 Blatchf,, 486.—NgLson, J.; N. Y|,
1849. Goodyear v.Union Rub. Co., MS.—IxgErsoLL, J.; N. Y., 1857.

The jurisdiction as to subject matter does not extend to a hill in equity filed for the
specific performanee of a contract respecting patents,  Nesmitk v. Calvert, 1 Wood. &
Min, 37.—~Woobnury, J.;: Mass, 1845. Brooksv. Stolley, 3 McLcan, 525.—McLEAx,
J.; Ohio, 1845. DBurr v. Gregory, 2 Paine, 426, 429.—Tuompson, J.; N. Y., 1828,

Nor to a suit brought to enforee the covenants of a license grauted under a patent,
Goodvear v. Union Rub. Co.,, MS,—IncERsoLL, J.; N. Y., 1857.

Section 11 of the judiciary act of 1789 requiring one of the parties, plaintiff or
defendant, to be an inhabitant of the state where the suit is brought, does not appiv ¥
to actions arising under the patent laws. Allen v. Blunt, 1 Blatchf., 486.—NELsOX,
J.; N.Y., 1849,

To give the courts jurisdiction, the party defendant must be an inhabitant of the
district in which the suit is brought, or he must be found within it at the time of the
service of the original proecess. 'The provisions of § 11 of the act of 1789, in this re-
spect, apply to patert actions.  Day v. Newark Ind. Rul. Co., 1 Blatehf., 631, 632.—
NeLson, d.; N. Y.. 1550, Allen v. Blunt, 1 Blatchf. 486.—NEwLsox, J.; N. Y., 1849,
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manner and under the same circumstances as is now provided by law in other
judgments and decrees of circuit courts, and in all other cases in which the court
shall deem it reasonable to allow the same. (a)

SECTION 18. And be it further enacted, That whenever any patentee (5) of an
invention or discovery shall desire an extension of his patent beyond the term
of its limitation, he may make application therefor, in writing, to the Commis-
sioner of the Patent Office, setting forth the grounds thereof; (¢) and the Com-
missioner shall, on the applicant’s paying the sum of forty dollars to the credit of

Wilson v. Sherman, 1 Blatchf., 541.—NEzwLson, dJ.; N. Y., 1850. Brown v. Skannon,
20 How., 56.—Tangy, Ch. J.; Sup. Ct., 1857. Chaffee v. Hayward, 20 How., 215.
—CaTRoON, J.; Sup. Ct., 1857.

See also DicEsr, title Courts, I3, 2.

(«) Other reasonable cases under this section in which appeals and writs of error may
be allowed to the Supreme Court, must be limited to cases which relate to the con-
struction of the patent laws, and such as involve important and not trifling matters
connected with those laws, and questions really doubtful. Allen v. Blunt, 2 Wood.
& Min., 157.—WoobBury, J.; Mass., 1846.

Under this section, if 8 writ of crror is allowed by the court as “reasonable,” such
wegit must bring up the whole case for consideration, and the court below cannot de-
cide as to what particular points shall be taken up. Hogg v. Zmerson, 6 Ilow., 478.
—WoopBURY, J.; Sup. Ct., 1847,

The word “reasonable” applies to the cases rather than to any discrimmation be-
tween the different points in the cases. 7Z&id., 478.

A judge at chambers may allow a writ of error under this section in the ¢ other
cases” referred to, where the judgment is less than $2,000, Foote v. Silsby, 1 Blatchf,,
544,-—~NEgLsoN, J.; N. Y., 1857.

The * other cases” 1n this section does not include = suit in equity to set aside an
assignment of a patent. Wilson v. Sandford, 10 How., 101, 102.—~Ta~Ey, Ch. J.;
Sup. Ct.,, 1850.

The discretionary power as to granting writs of error in patent cases, vested in the
Circuit Courts by this section, is confined to cases which involve the construction of
the patent laws, and the rights of patentees under them. Sizer v. Many, 16 How.,
103.—Taney, Ch, J.; Sup. Ct., 1853.

An appeal or writ of error now lies to the Supreme Court from all judgments and
decrees of any Circuit Court rendered in any action arising under the patent laws,
without regard to the value or amount in controversy. Act of 1861, chap. 37,

See also DigEesr, titles AprEALs, A.; WrIT oF ERROR.

(5) In this section the word patentee is used as equivalent to inventor. Woodworth
v. Sherman, 3 Story, 176.—SroRY, J.; Mass., 1844.

This section authorizes the extension of a patent on the application of an adminis-
trator. WNyman's Case, 3 Opin., 446.—GruNDY, Atty. Gen.; 1839. Van Hook v.
Scudder (cited 3 Story, 132), 3 McLean, 488.—Tuownpsox, J.; N. Y., 1843, Brooks
v. Bicknell, 3 McLean, 258.—McLean, J.: Ohio, 1843. Brooks v. Bicknell, 3 Mec-
Lean, 436.—McLgax, J.; Ohio, 1844, Woodworth v. Sherman, 3 Story, 172,—
Story, J.; Mass.,, 1844, Woodworth v. Wilson, 4 How., 716.—NEgLsox, J.; Sup.
Ct., 1845.

And this, though the pateutee during his lifctime had disposed of all his interest
in the existing patent, and having at the time of his death no interest in it.  Wilson
v. Kosseau, 4 How., 675, 686, 688.—NgruLsox, J.; Sup. Ct., 1845,

Sce also Diaxsr, title Extension or Parext, A.

(c) The right of renewal is not limited to future patents, but applies to the past,
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the treasury, (@) as in the case of an original application for a patent, cause to be
published in one or more of the principal newspapers in the city of Washington,
and in such other paper or papers as he may deem proper, published in the sec-
tion of country most mterested adversely to the extension of the patent, a notice
of such application and of the time and place when and where the same will be
considered, that any person may appear and show cause why the extension should
not be granted. (5) And the Secretary of State, the Commissioner of the Pat-
ent Office, and the Solicitor of the Treasury, shall constitute a board (¢) to hear
and decide upon the evidence produced before them both for and against the
extension, and shall sit for that purpose at the time and place designated in the
published notice thereof. The patentee shall furnish to said board a statement,
in writing, under oath, of the ascertained value of the inventien, and of his re-
ceipts and expenditures, sufficiently in detail to exhibit a true and faithful
account of loss and profit in any manner accruing to him from and by recason of
said invention. And if, upon a hearing of the matter, it shall appear to the full
and entire satisfaction of said board, having due regard to the public interest
therein, that it is just and proper that the term of the patent should be extended,
by reason of the patentee, without neglect or fault on his part, having failed to
obtain, from the use and sale of his invention, a reasonable remuneration for the
time, ingenuity, and expense bestowed upon the same, and the introduction
thereof into use, it shall be the duty of the Commissioner to renew and extend
the patent, by making a certificate thereon of such extension, for the term of seven
years from and after the expiration of the first term ; which certificate, with a cer-
tificate of said board of their judgment and opinion as aforesaid, shall be entered
on record in the Patent Office ; and thereupon the said patent shall have the same
effect in faw as though it had been originally granted for the term of twenty-
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Woodworth v. Sherman, 3 Story, 176.—Story, J.; Mass,, 1844, Wilson v. Durner,
7 Law Rep., 529.—Taxney, Ch. J.; Md., 1845.

But this section provides for but one cxtension. Gibson v. Cook, 2 Blatchf,, 146.
—NELson, J.; N. Y., 1850,

The decision of the Board of Commissioners, under this section, is conclusive
within the scope of its authority. Brooks v. Bicknell, 3 McLean, 258.—McLEan, J.;
Okhio, 1843. Wailson v. Rosseau, 4 How., 688.—NELson, J.; Sup. Ct., 1845, Wood-
worth v. Stone, 3 Story, 753.—STORY, J.; Mass.,, 1845. Colt v. Young, 2 Blatchf.,
473, 474,—NxLson, J.; N. Y,, 1852, DBattin v. Taggert, 17 How., 84.—McLEAN,
J.; Sup. Ct,, 1854. Clum v. Brewer, 2 Curt., 518.—Courmis, J.; Mass, 1855,

See also Digesr, title Extexsion or PArenTt, B.

(a) The fee is now fifty dollars on the application for an extension, and fifty dollars
when the extension is granted. Act of 1861, § 10.

(b) The notice of application for an extension is intended to protect the public, and
aive all an opportunity to appear and oppose. Gale’s Case, 3 Opin., 594.—GILPIN,
Atty. Gen.; 1840, |

Application must now be made at least ninety days before the expiration of the
patent, and the notice must be published at least sixty days before such expiration.
Act of 1861, § 12.

(c) Commissioner of Patents substitnted for this board by act of 1848, § 1.
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one years. (¢) .And the benefit of such renewal shall extend to assignees and
grantees of the right to use the thing pateunted, to the extent of their respective
interests therein ; (0) Provided, however, That no extension of a patent shall be
eranted after the expiration of the term for which it was originally issued. (¢)
SrcrioN 19. And be it further enacted, That there shall be provided for the
ase of said office, a library of scientific works and periodical publications, both
foreign and American, calculated to facilitate the discharge of the duties hereby
required of the chief officers therein, to be purchased under the direction of the
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(a) A rencwed patent confers the same rights with an original patent. Kvans v.
Jordan, 1 Brock., 254.—Magrsuary, Ch. J.; Va., 1813.

After an extension, the original patent becomes one virtually for twenty-one years,
Gibson v. Harris, 1 Blatchf,, 169.—NELson, d.; N. Y., 18486.

If extended again by act of Congress, it becomes one for twenty-cight years,
Woodworth v. Edwards, 3 Wood. & Min., 125.—WoobpBUuRry, J.; Mass., 1847,

Patents may also be extended by act of Congress, after having been once extended.
under this section. FEwvans v. Eaton, Pct. C. C., 337.—WasningTox, J.; I’a., 1816.
Frans v. Eaton, 3 Wheat., 528.—MagrsuaLr, Ch. d.; Sup. Ct., 1818, DBlanchard v.
Haynes, 6 West. Law Jour.,, 83.—Woobnury, J.; N. H., 1848. DBloomer v, Stciley,
5 McLean, 160, 161.—McLEeay, J.; Ohio, 1850.

Sce also DiagsT, title Exrexsion or Patent, D., E.

(b) The object of the clause as to assignees, is to preserve any previous contract of
assirnment in the sense in which both parties understood and intended it at the time it
was made, and to secure to the purchaser the right he had intended to buy, and which
the patentec intended to sell.  Wilson v. Turner, 7 Law Rep., 530.—Taney, Ch. J.;
Md., 1845.

The extension of a patent, under this section, does not inure to the benefit of as-
signces or grantees under the original patent, so as to vest in them any exclusive right,
But the benefit of such renewal is limited to those whe were in the use of the pat-
ented article at the time of the renewal, and saves to such persons the right to use the
machines held by them at the time of such rencwal,  Wilson v. Rosseau, 4 How,,
682.—NELsON, J.; Sup. Ct., 1845.

The meaning of the words “ thing patented,” in the latter part of this section, when
construed in connection with the simple right to use, without the right to make and
vend, has reference to the machine patented. [bid., 683.

The phrasc “to the extent of their interests therein,” means their interests in the
patented machines, be that interest in one or more at the time of the extension.
Lbid., 683. —

The words of this section as to assignees and grantees, seem to convey the impres-
sion that soinething more than the mere ownership of existing machines was intended,
and that they v re intended to embrace all classes of such assignees and grantees,
and all inventions, whether of machines, processes, or compositions of matter, and to
embrace rights and interests which were different in extent, either of time or territory,
or both. Day v. Union Rub., Co., 3 or 4 Blatchf,—Hawr, J.; N. Y., 1856.

But such right is limited to a right to wse, although the person holding it may also
have held, during the original term, an exclusive right to use, to make, and vend.
And such right to use is sccured only to the extent of the respective interests of the
assignees or grantees therein, 2o,

See also D1agsrt title ExtrensioNy or Parent, C.

(¢) The extension of all patents, except for designs, granted subsequently to March
2d, 1861, is naw prohibited. Act of 1861, § 18,
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Committee of the Library of Congress. And the sum of fifteen hundred dol-
lars is hereby appropriated for that purpose, to be paid ont of the patent fund.

SECTION 20. And be it further enacted, That it shall be the duty of the Com-
missioner to cause to be classified and arranged, in such rooms or galleries as
may be provided for that purpose, in suitable cases, when necessary for their
preservation, and in such manner as shall be conducive to a beneficial and favor-
able display thereof, the models and specimens of compositions and of fabrics
and other manufactures and works of art, patented or unpatented, which have
been, or shall hereafter be, deposited in said office. (@) And said rooms or gal-
leries ghall be kept open during suitable hours for public inspection.

SectioN 21. And be it further enacted, That all acts and parts of acts here-
tofore passed on this subject be, and the same are hereby repealed : Provided,
however, That all actions and processes in law or equity sued out prior to the
passage of this nct, may be prosecuted to final judgment and execution, in the
game mauner as though this act had not been passed, excepting and saving the
application to any such action of the provisions of the fourteenth and fifteenth
sections of this aet, so far as they may be applicable thereto : And provided, alzo,
That all applications or petitions for patents, pending at the time of the passage
of this act, in cases where the duty has been paid, shall be proceeded with
and acted on in the same manner as though filed after the passage hereof

Approved July 4th, 1836.

ACT OF 1837, CHAPTER 45.
(5 Star. AT LaARGE, 191.)

An Actin addition to the act to promote the progress of science and useful arts.
SectioN 1.- Be it enacted by the Senate and House of Liepresentatives of the
United States of America in Congress assembled, That any person who may be
in possession of, or in any way interested in, any patent for an invention, dis-
covery, or improvement, issued prior to the fifteenth day of December, in the
year of our Lord one thousand eight hundred and thirty-six, or in an assign-
ment of any patent, or interest therein, executed and recorded prior to the said
fifteenth day of December, may, without charge, on presentation or transmission
thereof to the Commissioner of Patents, have the same recorded anew in the
Patent Oftice, together with the descriptions, specifications of claim and draw-
ings annexed or belonging to the same; and it shall be the duty of the Comimis-
sioner to cause the same, or any authenticated copy of the original record, speci-
fication, or drawing which he inay obtain, to be transcribed and copied into
books of record to be kept for that purpose ; and wherever a drawing was not

(«) The Commissioner of Patents may now restore to applicants, models of rejected
applications, or of applications for designs, or otherwise dispose of them, m cases
where he shall not think it nccessary to preserve them. Act of 1861, § 5.
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originally annexed to the patent and referred to in the specification, any drawing
produced as a delineation of the invention, being verified by oath in such manner
as the Commissioner shall require, may be transmitted and placed on file or
copied as aforesaid, together with certificate of the oath; or such drawings may

| be made in the office, under the direotion of the Commissioner, in conformity
with the specification. And it shall be tle daty of the Commissioner to take
such measures as may be advised and determined by the Board of €. mmis-
sioners provided for in the fourth section of this act, to obtain the patents, speci-
fications, and copies aforesaid, for the purpose of being so transeribed and re-
corded. And it shall be the duty of each of the several clerks of the judicial
courts of the United States, to transmit, as soon as may be, to the Commissioner
of the Patent Office, a statement of all the authenticated copies of patents, de-
scriptions, specifications, and drawings of inventions and discoveries made and
executed prior to the aforesaid fifteenth day of December, which may be found
on the files of his office; and also %0 make out and transmit to said Commis-
gioner, for record as aforesaid, a certified copy of every such patent, description,
specification, or drawing, which shall be specially required by said Commis-
sioner.,

SecrioN 2. And be it further enacted, That copies of such record and draw-
ings, certified by the Commissioner, or, in his absence, by the chief clerk, shall
be prima fucie evidence cf the particulars of the invention and of the patent
granted therefor in any judicial court of the United States, in all cases where
copies of the original record or specification and drawings would be evidence,
without proof of the loss of such originals; (¢) and no patent issued prior to the
aforesaid fifteenth day of December, shall, after the first day of June next, be
received in evidence in any of the said courts in behalf of the patentee or other
person who shall be in possession of the same, unless it shall have been so re-
corded anew, and a drawing of the invention, if separate from the patent, veri-
fied as aforesaid, deposited in the Patent Oftice; nor shall any written assign-
ment of any such patent, executed and recorded prior to the said fifteenth day
of December, be received in evidence in any of the said courts in behalf of the
assignee or other person in possession thereof, until it shall have been 8o re-
corded anew.

(@) Under this section it was held, where a patent was granted in 1834, but no
drawing was attached thereto, and in June, 1837, such patent was recorded anew,
and was also extended for seven years on the 25th of September, 1848, and in No-
vember, 1848, a drawing with written references was filed, with an aflidavit of the
patentee of the correctness of sch drawing, that a certified copy of such drawing
was admissible in evidence in connection with the patent and specification, and that
the whole together made prima facie evidence of the particulars of such invention.
Winans v. Schenec. & Troy R. R., 2 Blatchf,, 283, 265, 298.—NzLson, J.: N. Y., 1851.

Such a drawing, however, as a gencral rule will not be effectual to correct any ma-
terial defect in the specification. In case of discrepancy between the drawings and
specification, the latter must prevail. Nor will sucE a drawing have the same cffect
as if it had been referred to in the specification. Jfbid., 299,
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SecrioN 3. And be it further enacted, That whenever it shall appear to the
Commiissioner that any patent was destroyed by the burning of the Patent
Office building on the aforesaid fifteenth day of December, or was otherwise lost
prior thereto, it shall be his duty, on application therefor by the patentee or
other person interested therein, to issue a new patent for the same invention or
discovery, bearing the date of the original patent, with his certificate thereon
that it was made and issued pursuant to the provisions of the third section ot
this act, and shall enter the same of record: Provided, however, That before
such patent shall be issued, the applicant therefor shall deposit in the Patent
Office a duplicate, a8 near as may be, of the original model, drawings, and de-
geription, with specification of the invention or discovery, verified by oath, as
shall be required by the Commissioner; and such patent and copies of such
drawings and descriptions, duly certified, shall be admissible as evidence in any
judicial court of the United States, and shall protect the rights of the patentee,
his administrators, heirs, and assigns, to the extent only in which they would
have been protected by the original patent and specification. (a)

SeEctioN 4. .And be it further enacted, That it shall be the duty of the Com-
missioner to procure a duplicate of such of the models destroyed by fire on the
aforesaid fifteenth day of December, as were most valuable and interesting, and
whose preservation would be important to the public; and such as would be
necessary to facilitate the just discharge of the duties imposed by law on the
Cominissioner in issuing patents, and to protect the rights of the public and of
patentees in patented inventions apd improvements : Provided, That a duplicate
of such models may be obtained at a reasonable expense: And provided, also,
That the whole amount of expenditure for this purpose shall not exceed the sum
of one hundred thousand dollars. And there shall be a temporary board of com-
missioners, to be composed of the Commissioner of the Patent Office and two
other persons to be appointed by the President, whose duty it shall be to con-

(a) Where a patent was obtained in 1834, the original of which and the drawings
were destroyed by fire in 1836, and the patentee, under the act of 1837, filed in
1841 a copy of his patent, and deposited a drawing which, however, was not verified,
but which he verified in February, 1844, and subscquently in March, 1844, consider-
ing such copy imperfect, filed another and a fuller drawing, and commenced suit in
May, 1844 ; Held, that a certified copy of such second drawing was properly re-
ceiv;d in evidence in such action. Amerson v. Hogg, 2 Blatchf,, 9.—BEr1$, J.;
N. Y., 1845.

When such drawings are put on file they become public records, and copies of
them 1must be received in evidenco, If they are discordant, one may déstroy the
effect of the other. J[hid., 12.

Under this section drawings when burnt may be restored, and if in some respects
erroneous they can be corrected. Hogg v. Zmerson, 11 How., 606.—WoobpsUry, J.;
Sup. Ct., 1850,

ut it would not be proper to leave the drawings so long not restored or corrected
as to evince neglect, or a design to mislead the public. /&d., 606.
The provisions of this section extended to patents granted prior to Decembrr

15th, 1838, but lost subsequent thereto. Act of 1842, § 2.
6
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pider and determine upon the best and most judicious mode of obtaining models
of suitable construction; and, also, to consider and determine what models may
be procured in pursuance of, and in accordance with, the provisions and limita-
tions in this section contained. And said Commissioners may make and establish
all such regulations, terms, and conditions, not inconsistent with law, as in their
opinion may be proper and neccssary to carry the provisions of this section into
effect, according to its true intent.

SECTION 5. And be it further enacted, That, whenever a patent shall be re-
turned for correotion and reissue under the thirteenth section of the act to which
this is additional, and the patentee shall desire several pstents to be issued for
distinct and separate parts of the thing patented, he shall first pay, in manner and
in addition to the suin provided by that act, the sum of thirty dollars for each
additional patent so to be issued; (a) Provided, however, That no patent made
prior to the aforesaid fifteenth day of December, shall be corrected and reissued
until a duplicate of the model and drawing of the thing as originally invented,
verified by oath as shall be required by the Commissioner, shall be deposited in
the Patent Office ;

Nor shall any addition of an improvement be made to any patent heretofore
granted, nor any new patent be issued for an improvement made in any machine,
manufacture, or process, to the original Inventor, assignee, or pessessot, of a pa-
tent therefor, nor any disclaimer be admitted to record, until a auplicate model
and drawing of the thing originally invented, verified as aforesaid, shall have
been deposited in the Patent Office, if the Commissioner shall require the same;
nor shall any patent be granted for an invention, improvement, or discovery, the
model or drawing of which shall have been lost, until another model and draw-
ing, if required by the Commissioner, shall, in like manner, be deposited in the

Patent Office;
And in all such cases, as well as in those which may arise under the third seo-

‘Sa) If an original patent include two inventions, and its validity on that account
1s doubted, a separate renewal is just and proper. Goodyear v. Day, MS.—GRIER,
J.; N. J,, 1852,

With respect to reissues, this scction, and § 13 of the act of 1836 are to be taken
tozether in construction, and the most just and eqll;litable extent to which the terms
of the law in its true spirit wil] admit of, ought to be adopted. bBall, Kr marte MS,
(App: Cas.)—MorsELL, J.; D. C., 1860, *

If the patent be defective or insufficient, either in the specification or claim, the
patentee has a right, in the absence of fraud and deception, to have a reissue, for cach
scparate and distinet part, effectually to cure the defect: and he has the right, to re-
atract or enlarge his claim, so as to give it operation, and effectuate his invention, Jbia

Upon an application for a reissue, under this section, and asking for several reissued
patents, each division or separate patent asked for is not snch a separate case as to re-
quire the payment of $25 00 on an appesl to the Judges of the Circuit Court: but
one appeal carries up the whole case and not a part, and notwithstanding that sepa-
rate reissued patents may be granted. Selden, Bz parte, MS. (App. Cas.)—MonsELr,
J.; D. C., 1861,

See also notes to § 13 of the act of 1836.
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tion of this act, the question of compensation for such models and drawing shall
be subject to the judgment and decision of the commissioners provided for in the
fourth section, under the same limitations and restrictions as are therein pre-
scribed. .

SEcTION 6. And be it further enacted, That any patent hereafter to be issued,
may be made and issued to the assignee or assignees of the inventor or discov-
erer, the assignment thereof being first entered of record, and the application
therefor Leing duly made, and the specification duly sworn to by the inventor. («)
And in all cases hereafter, the applicant for a patent shall be held to furnish du-
plicate drawings, whenever the case admits of drawings, one of which to be de-
posited in the office, and the other to be annexed to the patent, and considered a
part of the specification. ()

Sectiox 7. And be it further enacted, That, whenever any patentee shall have
through inadvertence, accident, or mistake, made his specification of claim too
broad, claiming more than that of which he was the original or first inventor,

A —— P P e P e e O e Pt e e e e e e T e e P e i

(a) This i3 an enabling statute. Prior to its passage, letters patent could only
issue to the inventor: and after they were issued, they were assignable so as to give
the assignee, in whole or in part, legal rights. This act gave the right to the as
siguee or assignees to have the patent issued to him or them, and not to the inventor.
Anon., 4 Opin., 400.—Mason, Atly, Gen.; 1845.

But pateats caunot issue jointly to the inventor as such, and to the assignee of a
partial interest : but must issue to the assignee or assignees of the whole interest,
Ibid., 401,

A partial assignment before issue, does not entitle the partial assignee to have the
patent issued to him to the extent of his interest.  Zbid., 401.

After the assionment of the invention, under this section, by which the inventor
divests himself of all interest therein, and transfers it to the assignee, although the
application for a patent must be in his name, still, for all substantial purposes, and in
judgmeut of law, the assignee is the party making the application,  Gay v. Cornell,
1 Biatelf, 509.-—~NEeLsoxn, J.; N. Y., 1849.

An assignment before patent issued, may be made after the rejection of the assign-
or’s application, and after his appeal to the justices of the Circuit Court, and will be
sufficient to enable such assignee to file his bill under § 16 of the act of 1836,
amended by § 10 of the act of 1839, to compel the issue of a patent to him. Jbid,,
509, 510.

If an inventor assign all his right in an invention, the assignee may have the patent
issued to himself. But if the assignment be only partial, though the part excepted
is small, the assignee has no legal claim to the patent. It must be issued in the name
of the inventor, and be held by him in trast for the use of the assignee, to the extent
of the equities he has by virtue of his contract.  Agcr's Case, MS., Opin,—BuLack,
Atty. Gen.; 1839,

See also Digesr, title AssieNeg, B. 3.

(&) The provision of this section, requiring duplicate drawings, though directory
in its terms, is not a condition : and it has reference, in point of time, to the issuing
of the patent, and not to the filing of the petition for it. Duplicate drawings need
not be filed at the time of the application, and such 1s the interpretation of the Patent
Officc.  French v. Rogers, MS.—XKANE, J.; Pa., 1851, O Reiily v. Morse, 15 How.,,
126,—GnrizR, J.; Sup. Ct., 1853.
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some material and substantial part of the thing patented being truly and justly
his own, any such patentee, his administrators, executors, and assigns, whether,
of the whole or of a sectional intarest therein, may make disclaimer («) of such
parts of the thing patented as the disclaimant shall not claim to hold by virtue
of the patont or assignment, stating therein the extent of his intercst in such
patent; (b)) which disclaimer shall be in writing, attested by one or more wit-
nesses, and recorded in the Patent Office, on payment by the person disclaiming
in manner as other patent duties are required by law to be paid, of the sum of
ten dollars. And such disclaimer shall thereafter be taken and considered as
part of the original specification, to the extent of the interest which shall be
possessed in the patent or right secured thereby, by the disclaimant, and by
those claiming by or under him (c) subsequent to the record thereof. But no

(a) Thc aw requiring and permitting a patentee to enter a disclaimer, is penal and
not remedial. It is intended for the protection of the patentec as well as the public,
and should not reccive a construction thai would restrict its operation within narrower
limits than the law farly importe. O Reilly v. Murse, 15 How,, 121.—Taxey, Ch. J.;
Sllt. Ct., 1853.

Vhether a patent is illegal in part because of claiming more than he had deseribed,
or more than he has invented, the patentee must in either case disclaim, in order to
save the portion to which he is entitled. Jbid., 122.

A patentee has a right to disclaim any thing which has been claimed through ¢ inad-
vertence or mistake.” Parker v, Sears, MS.—GriEgr, J.; Pa., 1850.

Semble, That a disclaimer, under this scction, should not only disclaim what is not
claimed as new, but should also distinctly set forth what part of the invention is still
claimed, as it is manifestly designed to act as a new specification. Leppincott v. Kelly,
1 West. Law Jour., 513.—Irvin, J.; Pa., 1844,

(6) Under this scction the disclaimer must state the interest of the person dis-
claiming. DBut where an administrator in whose name a patent had been extended,
entered & disciaimer, stating that ho was the patentee, and referring to the patent as
showing his intevest, it was held sufficient. Brooks v. Bicknell, 3 McLean, 439,
—McLEkax, J.; Ohio, 1844,

Where a disclaimer made by a patentee stated that * it was to operate to the extent
of the interest in said letters patent vested” in the patentee, fHeld, that it fairly
imported on its face, that the patentec was the owaner of the entire interest in the
patent, and if so, there was a substantial compliance with the statute, as to the dis-
claimer stating the interest of the party making it. ZFoofe v. Silsby, 1 Blatchf., 461.
—NzLson, J.; N. Y., 1849,

Where in a disclaimer the party stated that he was the patentee, and nothing was
aaid . to any transfer of any part of it, the fair presumption is, that he still ownas
the whole, and it is a sufficient compliance with the statnte, as to stating his interest,
to say, ¢ that such disclaimer 18 to operate fo the extent of his interest therein.”
Silsby v. Foote, 14 How., 221.—Curris, J.; Sup. Ct., 1852.

(czl If 8 patent has been previously assigned in part, and & disclaimer has been filed
by the patentee alone, such disclaimer will not operate in favor of the assignee, in
any suit either at law or equity, unless he has joined in it. Wyeth v. Stone, 1 Story,
294.—STORY, J.; Mass,, 1840.

A disclaimer of part of an invention cannot affect a prior grantce under the patent,
unless he accepts of it; he may refuse to be affected by it. §m£tk v. Mercer, 5 West.
Law Jour., 53 —Kansg, J.; Pa., 1846.
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such disclaimer shall affect any action pending at the time of its being filed, ex-
cept so far as may relate to the question of unreasonable neglect or delay in fil-
ing the same. (a)

SecrioN 8. And be it further enacted, That, whenever application shall be
made to the Commissioner for any addition of a8 newly discovered improvement
to be made to an existing patent, or whenever a patent shall be returned for
correction and reissue, the specification of claim annexed to every such patent
shall be snbject to revision and restriction, in the same manner as are original
applications for patents; the Commissioner shall not add any such improvement
to the pateut in the one case, nor grant the reissue in the other case, until the ap-
plicant shall have entered a disclaimer, or altered his specification of claim in ac-
cordance with the decision of the Commissioner ; and in all such cases, the ap-
plicant, if dissatified with such decision, shall have the same remedy, and be
entitled to the benefit of the same privileges and proceedings as are provided by
law in the case of original applications for patents. (b)

A

Under § 7 of the act of 1837, the owner of a seetional interest in a patent may make
a disclaimer of part of the thing patented, wlich will be considered w> a part of the
original patent, to the extent of his interest; but the patentee is not compelled to
join in such disclaimer, nor will it affect any one except Lim making it, and those
claiming under him. Potter v. Holland, MS.—NEgLsoN, IneersoLy, JJ.; Ct,, 1858.

After such a disclaimer, a difterent claim of right is secured to the disclaimant
from what is purported to be secured to the patentee. Different claims of right in the
same invention are thus secured to different sectional owners. Jbid.

A disclaimer before it can be received in evidence must be properly proved, either
as an original paper, or by a certified copy, and if received at all. must have full
effect given to it as a disclaimer, JFoote v. Silsby, 1 Blaichf, 450, 461.—NEgwLsoN, J.;
N. Y., 1849.

The disclaimer of part of an invention, provided such disclaimer arose from inad-
vertency, accident, or mistake, will not prevent the patent from embracing the part
so disclaimed, on a reissue of his patent. Hayden, iz parte, MS. (App. Cas.)—Mzr
RICK, 4.3 D. C.,1880.

(«) The disclaimer mentioned in this section applies solely to snits pending when
the disclaimer is filed ; and the disclaimer mentioned in § 9, applies solely to suits
bronght after the disclaimer is filed. Wyeth v. Stone, 1 Story, 204.—StoRryY, J.;
Mass., 1840.

A disclaimer to be effectual under this and § 9, must be filed before suit brought.
If it is filed during the pendency of the suit, the plaintiff will not be entitled to the
benefit thereof in that suit. Reed v. Cutter, 1 Story, 800.—StoRrY, J.; Msuss, 1841,

If filed before suit, the plaintiff will be entitled to costs, if he establish that a part
of his invention, not disclaimed, has been infringed by the defendant. [bud., 600.

But whether filed before or after suit brought, the plaintiff will not be entitled to
the benefit thercof, if he has unreasnnably neglected and delayed to file it. Such
neglect or delay is a good defence to the snit. Z1bid., 600.

Sections 7 and 9 of the act of 1837, authorizing a disclaimer, do not apply when
a patent is for a combination of parts. Battin v. Clayton, 2 Whar. Dig., 409.—
KaANE, J.; Pa., 1848,

See also Diagsr, title DiscLamMer ; and notes to § 9 of this act.

() This section so far as it relates to patents for additions to existing patents, is
repealed by the act of 1861, § 8.
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SecTION 9. And be it further enacted, (any thing in the fifteenth section of
the act to which this is additional to the contrary notwithstanding,) That, when-
ever by mistake, accident, or inadvertence, and without any wilful default or
mtent to defraud or mislead the public, any patentee shall have in his specifica-
tion claimed to be the original and first inventor or discoverer of any material
or substantial part of the thing patented, of which he was not the first and orig-
inal inventor, and shall have no legal or just right to claim the same, in every
such case the patent shall be deemed good and valid for so much of the inven-
tion or discovery as ghall be truly and bona fide his own; Provided, It shall be
a material and substantial part of the thing patented, and be definitcly distin-
guishable from the other parts so claimed without right as aforesaid. () And
cvery such patentee, his executors, administrators, and assigns, whether of the
whole or of a sectional interest therein, shall be entitled to maintain a suit at
law or in equity on such patent for any infringement of such part of the invention
or discovery as shall be bona fide his own as aforesaid, notwithstanding the spe-
cification may embiace more than he shall have any legal right to claim. (5) But,
in every such case in which a judgment or verdict shall be rendered for the
plaintiff, he shall not be entitled to recover costs against the defendant, unless he

(a) This section contemplates the rule of the common law, that if a patent embraces
different machines, and any onc of them is not new, or was not the invention of the
patentee, or the like, the whole patent would be void, as being then in full force, and
tLerefore sought to mitigate it by providing that under the cases thercin mentioned,
the patent should be good to the extent of the patentee’s invention.  Wyeth v, Stone,
1 Story, 288, 289,—STORY, J.; Mass., 1840.

It points throughout to a single iInvention, as the “thing patented,” and does not
justify the position that one patent can lawfully include divers distinet and independ-
ent inventions, having no connection with cach other, nor any common purpose. It
may therefore be deemed a legislative recognition and adoption of the general rule
of law in cases not within its exceptive provision. Zbid., 290.

This scction 1s intended to cover “ inadvertences and mistakes” of law, as well as
inadvertences and mistakes of fact, Zéid., 295,

Prior to the act of 1836, if the patentee claimed more than he had invented, his
patent was void. But under this section, his patent is not absolutely void, because
the patentee claims more than he has actually invented, but is valid for as much as is
truly and dona fide his own; but to secure the benefits of this section, the specification
must state in what the improvement consists.  Peterson . Wooden, 3 Mclean, 249,
—McLeaN, J.; Ohio, 1843, _

(5) Prior to the act of 1838, a patent was void if the claim extended beyond the
invention. Under § 6 of the act of 1836, it was void if a substantial part had been
patented or described in aprinted publication. Section 15 of the same act saved the
patent from being void, if the patentce believed bimself to be the first inventor. Seec-
tion 9 of the act of 1837, enlarged the right of the patentee, providing, notwithstand-
ing § 15 of the act of 1836, that the patent should not be void, where the patentce
had acted in good faith, if through mistake or inadvertence Le had claimed more than
he had invented, and that he might maintain suit on the part actually invented by
him, provided he filed within a reasonable time, a disclaimer of the parts not invented
by him. Smith v. Ely, 56 McLean, 84, 85.—McLzan, J.; Ohio, 1849,

The doctrine that a party may take out a valid patent for a combination, and in-
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shall have entered at the Patent Office, prior to the commencement of the suit,
disclaimer of all that part of the thing patented which was so claimed withow
right : () Provided, however, That no person bringing any such suit shall
entitled to the benefits of the provisions contained in this section, who shall have
anreasonably neglected or delayed to enter at the Patent Office a disclaimer as
aforesaid. (b)

-_-—-_ﬁ'wm —— — '*“____ e Sl o v el iy,

clude in it a right to each distinct improvement, is confirmed by the obvious intent
of this section, which gives & patentee a right of action for a piratical use of any one
of his invented improvements, which is distinctly stated in his patent, though he may
by mistake, accident, or inadvertence, have claimed others of which he was not the
inventor. Pilts v. Whitman, 2 Story, 621.—Srory, J.; Mass,, 1843.

(a) The disclaimer mentioned in this section applies solely to snits brought after the
disclaimer is filed. Wyeth v. Stone, 1 Story, 204.—S7toRnY, J.; Mass,, 1840,

Where 2 patent contains several claims, and the invention embraced in one scems
to be not new or useless, the patentee, under this and § 7 nay still aintain an action
for an infringement, although he did not, before action brought, make a diselaimer of
the part claimed without right; but he will not be entitled to costs,  Hall v. Wiles,
2 Blatchf., 198,.—NEkLsoy, J.; N. Y., 1851.

If in the progress of a trial, it turns ont that a disclaimer ought to have been made,
the plaintiff may still recover, but will not be entitled to costs. Jhid., 108,

A disclaimer 18 necessary only where the thing claimed without right is a material
and substantial part of the thing invented. If the part not new is not essential to the
machine, and was not introduced into the patent through wilful default, or intent to
defraud or mislead the public, the want of a disclaimer affords no ground for iuvali
dating the patent. fbid., 199,

Under this section, in an action for infringement, the plamtiff cannot recover costs
if he has claimed any thing of which he was not the first and original inventor, un-
Jess before suit brought he has diselaimed such part: and it makes no difference
whether the infringement alleged was of or against the part so claimed, but not new,
or of some other part claimed in the patent. Seymour v. McCormick, 19 How., 108.
—NELSON, J.; Sup. Ct,, 18586.

The omission to disclaim a part not new, prevents a plaintiff from recovering costs,
and it makes no difference that such part is not alleged to be infringed. 7bid., 106.

Though the neglect to file a disclaimer until after suit brought, will prevent the
plaintiff recovering costs, it does not interfere with the power of the court to increase
the verdict under § 14, of the act of 1836. CGuyon v. Serrell, 1 Blatchf., 245, 246.
Neusown, J.; N. Y., 1847.

(6) The plaintiff will not be entitled to the benefit of a disclaimer if he has unrea-
sonably neglected and delayed to file it. Such neglect or delay is a good defence to
a snit, Reed v. Cutter, 1 Story, 800.—~—StoRY, J.; Mass,, 1841,

An unreasonable delay to enter a disclaimer cuts off the patentee, not only from a
right to costs, but also from a right of action. Brooks v. Bicknell, 3 McLean, 449.—
McLean, J.; Ohio, 1844.

What is an unreasonable delay is a mixed question of Jaw and fact. Less vigilance
will be required from an administrator than from the original inventor. Ibid., 449,450.

Where a patentee has unintentionally claimed something which was not original,
but has unreasonably neglected to file a disclaimer, he cannot, under this section, re-
cover in an action of infringement, even if the defendant has infringed the parts of

his invention which are new. Parker v. Stiles, 5 Mcl.ean, 56.—Leavirt, J.; Ohio,
15849,
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SecrioN 10. And be it further enacted, That the Commissioner is hereby au-
thorized and empowered to appoint agents in not exceeding twenty of the prin-
cipal cities or towns in the United States as may best accommodate the different
sections of the country, for the purpose of receiving and forwarding to the Pat-
ent Office all such models, specimens of ingredients and manufactures, as shall be
intended to be patented or deposited therein, the transportation of the same to
be chargeable to the Patent fund. («)

SrcrioN 11. And be it further enccted, That, instead of one examining clerk,
as provided by the second section of the act to which this 1s additional, there
shall be appointed, in manner therein provided, two examining clerks, each to
receive an annual salary of fifteen hundred dollars; () and also, an additional
copying clerk, at an annual salary of eight hundred dollars. And the Commis-
sioner is also authorized to employ, from time to time, as many temporary clerks
as may be necessary to execute the copving and draughting required by the first
section of this act, and to examine and compare the records with the originals,
who shall receive not exceeding seven cents for every page of one hundred words,
and for drawings and comparison of records with originals, such reasonable com-
pensation as shall be agreed upon or prescribed by the Commissioner.

SecrioN 12. And be it further enacted, That, whenever the application of any
foreigner for a patent shall be rejected and withdrawn for want of novelty in the
invention, pursuant to the seventh section of the act to which this is additional,
the certificate thereof of the Commissioner shall be a sufficient warrant to the
treasurer to pay back to such applicant two-thirds of the duty he shall have paid
into the Treasury on account of such application. (c)

SecrioN 18. And be it further énacted, That 1n all cases in which an oath is
required by this act, or by the act to which this is additional, (d) if the person
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Under this section, the quesfion of unreazonable negligence or delay in entering a
disclaimer goes to the right of the action; and if the delay shows great negligenece,
the jury may find the patent void. Hall v. Wiles, 2 Blatchf,, 199.—NEwLsow, J.; N. Y.,
1851.

Where a claim has been held valid by the Patent Office, and has been sanctioned
by a court below, the patentee will not be guilty of unreasonable delay in disclaiming
it by waiting to obtain the decision of the highest court upon it. O’ Reilly v, Morse,

15 Ilow., 122.—TaxEey, Ch. J.; Sup. Ct., 1853.

Und  ~is section, where a patentee claims more than he has invented, or is enti-
tled t satent will still be valid for what he has invented, provided le enters a
discla,  of what he has included in his patent which he has not invented, without.

nnreasonable neglect or delay. Sti/sby v. Foote, 20 How., 387.—NEgLsox, J.; Sup. Ct.,
1857. '

See also Diagst, title Discraner; and notes to § 7 of this act.

(@) This section repealed by act of 1861, § 6.

(6) Tne Commissioner of Patents has now the power to appoint examiners, not to
exceed four in each class. Act of 1861, § 7. |

(¢) The right of withdrawal, as to any portion of the patent fee, in applications
made subsequent to March 2d, 1861, is now taken away. Act of 1861, § 9.

(d) Act of 1836, § ©.
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of whom it is required shall be conscientiously scrupulous of taking an oath,
affirmation may be substituted therefor. (a)

SectioN 14. And be it further enacted, That all moneys paid into the Treas-
ury of the United States for patents and for fees for copies furnished by the Supni-
intendent of the Patent Office prior to the passage of the act to which this is ad-
ditional, shall be carried to the credit of the Patent fund created by said acr;
and the moneys constituting said fund shall be, and the same are hereby, appro-
priated for the payment of the salaries of the officers and clerks provided for hy
said act, and all other expenses of the Patent Ofhice, including all the expenditures
provided for by this act ; and, also, for such other purposes as are or may be hereaf-
ter specially provided for by law. And the Commissioner is hereby authorized to
draw upon said fund, from time to time, for such sums as shall be necessary to carry
into effect the provisions of this act, governed, however, by the several limitations
herein contained. And it shall be his duty to lay before Congress in the month
of January, annually, a detailed statement of the expenditures and payments by
him made from said fund ; And it shall also be his duty to lay before Congress,
in the month of January, annually, a list of all patents which shall have been
granted during the preceding year, designating, under proper heads, the subjects
of such patents, and furnishing an alphabetical list of the patentees, with their
places of residence ; and he shall also furnish a list of all patents which shall have
become public property during the same period; together with such other in-
formation of the state and condition of the Patent Oftice as may be useful to Con-
eress or the publie. (§)

Approved March 3d, 1837.

ACT OF 1839, CHAPTER 88.
(5 STAT. AT LARGE, 353.)

An Act in addition to * An Act to promote the progress of Useful Arts.’’

SecrioN 1. Be it enacted by the Senate and Howuse of Representatives of
the United States of America in Congress assembled, That there shall be ap-
pointed, in manner provided in the second section of the act to which this is
additional, two assistant examiners, each to receive an annual salary of twelve
hundred and fifty dollars. (¢)

SEcTION 2. And be it further enacted, That the Commissioner be authorized
to employ temporary clerks to do any necessary transcribing, whenever the

a—— S e
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(@) As to what persons may administer this oath, when the applicant is without
the jurisdiction of the United States, see act of 1842, § 4.

(b) The annual report of the Commissioner of Patents on mechanies is to be pre-
pared so that the plates and drawings shall be comprised in one volume, not to ex-
ceed eight hundred pages. Act of 1859, § 4.

(¢) The Commissioner of Patents has now aunthority to appoint examiners, not te
exceed four in each class. Act of 1861, § 7.
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current business of the office requires it; Provided, however, That instead of
salary, a compensation shall be allowed, at a rate not greater than is charged
for copies now furnished by the office. (a)

Secrion 3. And be it further enacted, That the Commissioner is hereby
quthorized to publish a classified and alphabetical list of all patents granted by
the Patent Office previous to said publieation, and retain one hundred copies
for the Patent Office and nine hundred copies to be deposited in the library of
Congress, for such distribution as may be bhereafter directed ; and that one
thousand dollars, if necessary, be appropriated, out of the Patent fund, to defray
the expense of the same.

SkcTiON 4. And be it further eénacted, That the sum of three thousand six
hundred and fifty-nine dollars and twenty-two cents be, and is hereby, appro-
priated from the Patent fund, to pay for the use and occupation of rooms in the
City Hall by the Patent Office.

SECTION 5. And be it further enacted, That the sum of one thousand dollars
be appropriated from the Patent fund, to be expended under the direction of
the Commissioner, for the purchase of neccssary books for the library of the
Patent Ofhce.

SECTION 6. And be it further enacted, That no person shall be debarred from
receiving a patent for any invention or discovery, as provided in the act ap-
proved on the fourth day of July, one thousand eight hundred and thirty-six,
to which this 18 additional, by reason of the same having been patented in a
foreign country more than six months prior to his application : (8) Provided,
‘That the same shall not have been introduced into public and common use in
the United States, prior to the application for such patent : And provided, alse,
That in all cases every such patent shall be limited to the term of fourteen
years (¢) from the date or publication of such foreign letters patent. ()
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(a) Ten cents per hundred words. Act of 1836, § 4. Act of 1861, § 10.

b) For provision referred to, see act of 1836, § 8.

¢) Patents are now granted for the term of seventeen years. Act of 1861, § 186,

(d) The date of a patent may be altered to correspond with that of a foreign pat-
ent, previously taken out by the inventor, where the mistake has not arisen from
any fraudulent or deceptive intention. Detmold’s Case, 4 Opin., 335.—NELSON,
Atty Gen.; 1844.

Under this section, if the domestic patent, in a case where a foreign patent has
been previously obtained, purports to give an exclusive right for fourteen years from
its date, instead of from the date of the foreign patent, it is void, as having been
issued without authority of law ; but the error is not fatal, and may be corrected on
application to the Patent Office. Smith v, Ely, 5 McLean, 78, 80.—~—McLEax, J. ;
Olno, 1849.

The proviso of this section as to when a home patent shall bear the date of a for-
eign patent, relates only to snch patents as are applied for here after the issue of a
foreign patent, French v. Rogers, MS.—Kanwg, J.; Pa., 1851.

Where, therefore, an application for a patent was made in this country in April,
1838, and acted on in that month, but a patent was.not actually issued until Juno
20th, 1840, at which time the patent was dated, and a foreign patent was obtained
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SkctIoN 7. And be it further enacted, (a) That every person or corporation
who has, or shall have, purchased or constructed any newly invented machine,
manufiacture, or composition of matter, prior to the application by the inventor
or discoverer for a patent, shall be held to possess the right to use, and vend to
others to be used, the specific machine, manufacture, or composition of matter,
so made or purchased, without liability therefor to the imnventor, or any other
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in Angust, 1838 ; Held, as the application here was before the foreign patent, that
the grant of the patent here was nader the geueral enactments of the act of 1836, and
its term runs properly from its date. [Jbed.

A patent 1¢ not void because it does not, on 1its face, bear the same date with a
forcign patent. If it is not, for any reason, exempt from the operation of the stat-
nte on such subject, the only effect is to it the monopoly to fourteen vears trom
the date of the forcign patent. O Reilly v. Morse, 15 low., 112.—Lanty, Ch. J.;
Sup. Ct., 1853.

(a) This section, allowing the use and sale of an invention for two years before the
application for a patent, is in the nature of a statute of lumitations,  Howey v. Henry,
3 West, Law Jour, 155.—Woopsury, J.; Mass,, 1845,

It virtually extends the patentee’s privilege to sixteen years imnstead of fourteen.
MeCormick v. Seymour, 2 Blatehf,, 254.—Newson, J.; N. Y., 1851,

The object of this section is twofold ; first, to protect the person who has used the
thing patented from any liability to the patentee, or his assignee ; and second, to protect
the rights granted to the patentee against any intringement by anv other person.
McClurg v. Kingsland, 1 How., 208, 209,—DBaLowix, J.; Sup. Ct., 1843.

This section relieved the patentee from the ettect of the former laws, and their con-
struction by the court, while it puts the person who has had such prior use on the
samme footing as if he had a special license from the mventor, which, if given before
the application for a patent, would justify a continued use of it after it lssued, without
lizbility, Lbud., 209,

I¢ is not limited to patents for machines, mannfactures, and compositions of matter,
Lut embraces inventions for modes of doing a thing, or processes, as a new 1mprove-
ment in the art of casting iron. Zbid., 2089.

This section is not to be construed as confined to a specific machine as distinguished
from an invention or thing patented, but the words * newly invented machine, manu-
facture, or composition of matter,” and *such invention,” mean the *“1nvention pat-
cnted,” and the words #specific machine” refer to * the thing as originally patented,”
whereof the right is secured by patent, but not to any newly invented improvement
on & thing once patented. [Zbid., 210,

This section has exclusive reference, in respect to the use of a machine, to an orig-
inal patent, and not to a renewal or reissue of it. Stimpson v. West Chester K. K.,
4 How., 403.—McLzgax, J.; Sup. Ct., 1845.

This section allows the use of an invention, even with leave of the inventor, for two
vears before application for a patent, without invalidating his right to a patent; «
Jortiori, the use by a third person, or a subsequent iInventor, after the invention and
before the issuing of a patent to the first inventor, without his consent, is no bar to the
issuing of a patent to the first inventor. Hildreath v. Heath, MS, (App. Cas.)—
Cranen, Ch. J.: D. C,, 1841,

Both before and since the act of 1839, an inventor might exercise a claim to an
inchoate right to an invention, which was capable of being perfected to an exclusive
right by obtaining letters patent, and the public mayv acquicesce in such claim. Sar-
geant v. Seagrave, 2 Curt., 555.—CuvrTIs, J.; R. 1., 1855.

Before the act of 1839, he might, by way of experiment, bring the knowledge of his
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person interested in such invention; and no patent shall be held to be invalid by
reason of such purchase, sale, or use prior to the application for a patent as
aforesaid, except on proof of abandonment of such invention to the public; or
that such purchase, sale, or prior use has been for more than two years prior to
such application for a patent.

SecrioN 8. And be it further enacted, That so much of the eleventh section
of the above recited act as requires the payment of three dollars to the Com-
missioner of Patents for recording any assignment, grant, or conveyance of the
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invention to the public, at the same time making known that he was about to apply
for a patent; and since the act ot 1839, he may scll any number of his machines to
the public, during any period less than two years, accompanied by a claim to the in-
choate riglht sufficient to show an intention not to abandon it to the public. Zid., 555.

Under this section the purchaser must be a purchaser from the inventor himself, be-
fore his application for a patent, and not from a wrongdoer, without his knowledge
or against his will.  Pierson v. Eagle Screw Co., 3 Story, 406, 407.—Story, J.; R.
I, 1844.

The purchase or construction referred to in this seetion means a purchase from the
inventor or his grantee, or a construction by their consent, or by the user’s own inge-
nuity.—Hovey v. Stevens, 1 Wood. & Min,, 301.—Woopstry, J.; Mass., 1340.

.~ A construction or use in fraud of the first inventor, or by piracy of his invention,
is not protected. Jbid., 301.

A surreptitious knowledge and use of an invention, before the applieation by the
inventor for a patent, does not, under this scetion, give any right to continue to use
it after the inventor has obtained a patent for it.  Kendall v. Winsor, 21 How,, 530,
—DaNiey, J.; Sup. Ct., 1838,

The sale of the product of an invention is not a sale of the thing invented withir
this section: the sale here spoken of 1s a sale of the invention or patented article.
DBooth v. Garelly, 1 Blatehf, 250.—NEeusoxn, J.; N. Y., 1847.

This section gives no protection to those who may have seized upon an invention,
or discovery disclosed in a patent, whose specification may happen to be defective ov
insuflicient. Goodyear v. Day, MS,—GriER, J.; N. J., 1852,

The provision in this scction as to the use of an invention, relates to the case of a
use, sale, or license to use, given or made and claimed under the inventor who adinits
and claims the privilege. The clause should read thus: “The patent shall not be held
invalid by reason that the inventor has sold or allowed his invention to be used prior
to the application for a patent, unless he has abandoned it to the publie, or that such
sale or prior usc has been for more than two years prior to such application for a pat
ent.,” Kllithorpe v. Robertson, MS, (App. Cas.)—Monrsgrr, J.; D. C,, 1858,

The privilege granted by this section is applicable only to the inventor, or those
claiming under him, and this construction is sustained by Pierson v. Eagle Screw Co.,
3 Story, 402,  The use of an invention by an independent inventor, or under a sepa-
ratc and independent patent, 1s not such a use as is contemplated by that section.
Decch v. Tucker, MS. (App. Cas.)—MorseLy, J.; D. C., 1860,

This section provided a remedy for cases where the conduct of the party, as to the
sale of his invention, did not show an actual abandonment. It also sccures the rights
of those who may have purchased or constructed any newly invented machine, prior
to the application for a patent. Sanders v. Loyan, 3 Wall., Jr.—GRIER, J.; Pa., 1861,

The obvious construction of it is, that a purchase, sale, or prior use, shall not inval
idate, unless it amounts to an abandonment to the public. Zbd.

Sece also Dicesr, title Prior Usk.
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whole or any part of the interest or right under any patent, be, and the same is
hereby, repealed ; and all such agsignments, grants, and conveyances shall, in fu-
ture, be recorded without any charge whatever. (a)

SecrioN 9. And be it further enacted, That a sum of money not exceeding
one thousand dollars, be, and the same is hereby, appropriated, out of the
patent fund, to be expznded by the Commissioner of Patents in the collection of
agricultural statistics, and for other agricultural purposes; for which the said
Commissioner shall account in his next annual report. ()

SecrioN 10. And be it further enacted, That the provisions of the sixteenth
gection of the before recited act shall extend to all cases where patents are refused
for any reason whatever, either by the Commissioner of Patents or by the Chief
Justice of the District of Columbia, upon appeals from the decision of saidl Com-
missioner, as well as where the same shall have been refused on account of| or by
reason of, interference with a previously existing patent; and in all cases where
there is no opposing party, a copy of the bill shall be served upen the Commis-
sioner of Patents, when the whole of the expenses of the proceeding shall be paid
by the applicant, whether the final decision shall be in his favor or otherwise. (¢)

SectioN 11. Adnd be it further enacted, That in all cases where an appeal is
now allowed by law from the decision of the Commissioner of Patents to a boarl
of examiners, provided for in the seventh section of the act to which this is ad-
ditional, the party, instead thereof, shall have a right to appeal to the Chief Jus-
tice of the district court of the United States for the District of Columbia, (d)
bv giving notice thereof to the Commissioner, and filing in the Patent Office,
within such time as the Commissioner shall appoint, (¢) his reasons of appeal,

P - . bl S —

(a) Fees for recording assignments are again required, accordingto certain rates,
by the act of 1848, § 2, and the act of 1861, § 10.

(h) There having been established a Department of Agriculture, it has been deemed
advizable not to insert any other laws particularly referring to that subject.

(¢) An assignee of an invention, by virtue of an assignment made before patent
issued, may file a bill in his own name under § 16 of the act of 1836, and this sec-
tion, against a patentee to whom a patent issued, upon an interference with complain-
ant’s assignor, for the purpose of having the patent so issued set aside, and one grant-
¢ 1 to the complainant.  Gay v. Cornell, 1 Blat¢hf.,, 507,—NELsox, J.; N. Y., 1849.

And it will be suflicient if such assignment is recorded before patent is issued.
Ibid., 509.

(d) Appeals may also be made to either of the assistant judges of the Circuit
Court of the District of Columbia. Aect of August 18th, 1852, § 1.

(¢) The filing of the reasons of appeal is essentially the appeal itself. Greenough
v. Clurk, MS. (App. Cas.)—MorsEeLL, J.; D. C,, 1853.

Where the reasons of appeal are not filed within the time prescribed by the Com-
missioner of Patents, the right of appeal is lost. [fbid, Also, Wade v. Matihews,
MS. (App. Cas.)—Craxcn, Ch. J.; D. C,, 1850.

But the Commissioner may enlarge the time to file such reasons. Justice v, Jones,
MS. (App. Cas.)—MEerrick, J.; D. C, 1859.

An appeal cannot be made after the time limited in the notice of appeal. ZLintos,
Ex parte, MS. (App. Cas«.)—MEerrick, J.; D. C,, 1860.

Nce also Digesrt, title Appeats, B. 1.

&
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specifically set forth in writing, («) and also paying into the Patent Office, to the
credit of the Patent fund, the sum of twenty-five dollars. And it shall be the
duty of said Chief Justice, on petition, to hear and determine all such appeals,
and to revise such decisions in 2 summary way, on the evidence produced before
the Commmissioner, (0) at such early and convenient time as he may appoint, first
notifying thie Comtfiissioner of the time and place of hearing, whose duty it shall
be to give notice thereof to all parties who appear to be interested therein, in
such manner as said judge shall prescribe. The Commissioner shall also lay be-
fore the said judge all the original papers and evidence in the case, together
with the grounds of his decision, fully set forth in writing, touching all the
points involved by the reasons of appeal, to which the revision shall be con-
fined. (¢) And at the request of any party interested, or at the desire of the

-y S——

(¢) The rcasons of appeal must not be vague and unsatisfactory, as ¢ that the de-
cision of the Comunissioner was in opposition to a clear apprehension of the merits of
the case.” Winslow, Er parte, MS. (App. Cas.)-——Craxcn, Ch. J.; D, C,, 1850.
Douglass-v. Dlakinton, MS, (App. Cas.)—MEeerick, J.: D. C,, 1859,

No reason of appeal can be considered as valid, which would not justify the Com-
missioner in refusing a patent,  Wade v. Matthews, MS. (App. Cas.)—Cranch, Ch.
J.; D. C., 1850.

No assignment is sufficiently explicit which does not, with reasonable certainty,
point out the precise matter of alleged error. Douglass v. Blakinton, MS. (App.
Cas.)—MEgRrrick, J.; D. C,, 1859,

The reasons of appeal should be so expressed that the judge may gather from
their language what is meant by them, but they need not be according to any techni-
cal formula.  Laidley v. James, MS, (App. Cas.)—MEerszick, J.; D. C., 1860.

See also DigEes, title AppPEALs, B. 4.

(h) The questions are to be decided by the judge according to the evidence pro-
duced before the Commissioner.  Warner v. Goodyecar, MS. (App. Cas.)—Craxcu,
Ch.J.; D. C., 1846, Perry v, Cornell, MS. (App. Cas.)—Craxch, Ch. J.; D. C,
1847.

The provision requiring the judge to hear and determine appeals “ on the evidence
produced before the Commissioner,” is to be coustrued with reference to § 7 of the act of
1836, providing that reasonable notice shall be given both to the party appealing, and
the Commisgivner, “so that they may bave an opportunity of furnishing such facts
and evidence as they may deem necespary to a just decision.” Fultzy Ex parte, MS,
(App. Cas.)—MorseLy, J.; D. C., 1853.

There is nothing in the act of 1839, which takes away or impairs that right, but
there is every reason to infer that it was intended to be saved to the fullest extent.
Ibid.

Where, therefore, a party has been prevented before the Commissioner from pro-
dueing his proofs to support his clain, it is the duty of the judge, by reasonable reg-
ulations, similar to thosc directed by § 12 of the act of 1839, to pursue such a course, as
will aftord the party an opportunity to produce such proofs, and he may make an or-
der, authorizing the party to take and file his proofs as to the originality and utility
of his invention. JZbud.

(c) All the conditions prescribed by this section must be complied with as pre-
requisites, before the judge can take jurisdiction. His jurisdiction is special and
'imited, and no other power can be exercised except that expressly given. Girecnough

Clark, MS. (App. Cas.)—MorsgLL, J.; D. C,, 1853.
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judge, the Commissioner and the examiners in the Patent Office may be examined
under oath, in explanation of the principles of the machine or other thing for
which a patent, in such case, i8 prayed for. (@) .And it shall be the duty of said
judge, after a hearing of any such case, to return all the papers to the Commis-
sioner, with a certificate of his proceedings and decision, which shall be entered
of record in the Patent Office; and such decision, so certified, shall govern the
further proceedings of the Commissioner in such case; (6) Provided, however,
That no opinion or decision of the judge in any such case, shall preclude any
person interested in favor or against the validity of any patent which has been,
or may hereafter, be granted, from the right to contest the same in any judicial
court, in any action in which its validity may come In question.
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The powers and jurisdiction of the judges on appeal, are special and limited, and
must be exercised and construed strictly. Pomeroy v. Connison, MS. (App. Cas.)—
Cranci, Ch. J.; D. C,, 1842,

The power of the justices on appeal from the decision of the Commissioner of Pat-
ents 1s confined to the points involved in the reasons of appeal.  Hemper, Kr purte,
MS. (App. Cas.)—Craven, Ch. J.5 D. C, 1841,  Arnold ~v. Dishop, MS, (App.
Cas.)—Craxc, Ch.J.; D.C,1841. Smith v, Flickinger, MS. (App. Cas.)—Craxcu,
Ch. J.;: . C, 1843, Cockrane v. Waterman, MS. (App. Cas.)—Craxcn, Ch, J.;
D. C., 1844,  Warner v, Goodyear, MS. (App. Cas,)—Craxch, Ch. J.; D. C., 1846,
Winslow, Er parte, MS. (App. Cas.)}—Craxcu, Ch. J.; D. C,, 1850, _lcken, Kx
parte, MS. (App. Cas)—Crancu, Ch. J.5 D. C,, 1850. Burlew v, O'NVeil, MS.
(App- Cas.)——MorskLL, J.: D. C., 1853.

See also Digesr, title AepeaLs, B. 2, 3.

(@) The provision of this section as to the examination of the Commissioner, &e.,
must be considered in connection with § 7 of the act of 1836, as to the powers of the
old Board of Examiners. The statute means that the explanation may be so fall and
clear an explanation of the principles of the thing, as to enable the judge to weigh
and apply the evidence oftered, and 18 not to be limited to a mere exposition of
the terms used; and such explanations the judge is bound to respect as a part of the
case. Richardson v. Hicks, KIS. (App. Cas.)—MorseLL, J.; D. €., 1854

The judge succeeds to all the authority eonferred upon the Board of Examiners by
8§ 7 of the act of 18386, to require of the Commissioner and exammers information rel-
ative to the subjeet matter under consideration, and to the full extent. Seeley, Ex
parte, MS. (App. Cas.)—MorsEgL, J.; D. C,, 1853.

The officer of the Patent Office attending before the judge is not to be considered as
counsel for the Patent Office, or for either of the parties, but only attends to explain
the decision of the Commissioner. Perry v. Cornell, MS, (App. Cas.)— Cranch,
Ch.d.; D. C., 1847.

(b) The provision that “the decision of the judge shall govern the further proceedings
of the Commissioner in the case,” applies only to so much of the case as is involved
in the reasons of appeal; and the appeal itsclf can only be considered as an appeal to
so much of the decision of the Commissioner as is affected by such reasons. . Arnold
v. Bishop, MS. (App. Cas.)—Crancn, Ch. J.; D. C,, 1841.

If, therefore, after the judge shall have decided in favor of an applicant, upon the
poiuts involved in the reasons of appeal, other grounds remain for rejecting the claim,
it would scem the Commissioner might still reject it; whether such new rejection
would be the subject of appeal; query. Ibid.

As to who may appeal, see notes to § 8, act of 1836.

Sce also Diarsr, title Appears, B. 8 and 5.
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ACT OF 1842, coar. 263, § 1.

SECTION 12. And be it further enacted, That the Commissioner of Patents shall
have power to make all such regulations in respect to the taking of evidence to
be used in contested cases before him, as may be just and reasonable. () And
go much of the act to which this is additional, a8 provides for a board of exam.
iners, is hereby repealed.

SecrioN 13. And be it further enacted, That there be paid annually, out of
the Patent fund, to the said Chief Justice, in consideration of the duties herein
imposed, the sum of one hundred dollars. (b)

Approved March 3d, 1839,

ACT OF 1842, CHAPTER 263,
(6 StaT. AT LARGE, 543.)

An Act in addition to an act to promote the progress of the useful arts, and to
repeal all acts and parts of asts heretofore made for that purpose. (¢)

SectioN 1. De it enacted by the Senate and Hlouse of Representatives of the
United States of America in Congress assembled, That the Treasurer of the
United States be, and he hereby is, authorized to pay back, out of the patent
fund, any sum or sums of money, to any person who shall have paid the same

il —
e -

'

(¢) The rules as to evidence, made under this section by the Commissioner of Pat-
ents, in conformity with the law, while they remain unabrogated, are as binding as
the law itself, and as well upon the Cormmissioner as on others, Adrnold v. Bishop, MS.
(App. Cas.)—Craxcy, Ch. J.; D. C,, 1841.

After a deposition has been taken while the rules were in force, a revocation of
them &annot affect such deposition. A revocation can affect only subsequent pro-
ceeding;a  [hd.

The rules of the I’atent Office as to taking evidence, prescribed under this section,
wnust be just and reasonable, according to the established principles and precedents in
like cases, Nichols v. Harris, MS. (App. Caz.)—MonskLy, J.; D. C,, 1854,

The rules and regulations of the Patent Office as to taking testimony in cases of in
terference, are binding upon the parties, and cach is entitled to the benefit of them,
and until abrogated, thev are as binding upon the Commissioner himself as if enacted
by the very statute. O’ Hara v. Hawes, Mg. (App. Cas.)}—MorseLy, J.; D. C., 1859,

The power granted to the Commissioner under this section to make rules as to the
taking of evidence, gives no right to make new rules of evidence, or to make new
rules of law so as to divest vested rights, Dyson, Ex parte, MS. (App. Cas.)—
Duyior, J.; D. C., 1860.

The power of the Commissioner to make rules as to evidence 1s now extended to
all cases pending before the Patent Office. Act of 1861, § 1.

See also DiegsT, title EvipeExce, C. 3; RuLes or Parext OrricE.

(6) This section was repealed by § 8 of the act of 1852; and it was also provided
that, in casc of an appeal to the chiefjustice, or to either of the assistant justices,
there should be paid to the jidge to whom appeal shonld be made, the 325 required
to be paid by this section. Act of 1852, § 2. |

(¢) This act purports, from 1ts title, to repeal all acts and parts of acts heretofore
made to promote the progress of the useful arts; but though it extends some of the
existing laws to new cases, it in fact repeals no act or part of any act whatsoever,
Stimpson v, Pond, 2 Curt., 506.—Curris, J.; Mass., 1855.
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ACT OF 1842, cuar. 263, §§ 2-4.

b

into the Treasury, or to any receiver or depositary to the credit of the Treas-
urer, as for fees acecruing at the Patent Office throngh mistake, and which are

not provided to be paid by existing laws, certificate thereof being made to said
Treasurer by the Commissioner of Patents.

SecTioN 2. And be it further enacted, That the third section of the act of
March, eighteen hundred and thirty-seven, which authorizes the renewing of
patents lost prior to the fifteenth of December, eighteen hundred and thirty-six,
i3 extended to patents granted prior to said fifteenth day of December, though
they may have been lost subsequently : Provided, Aowever, The same shall not
have been recorded anew under the provisions of said act.

SectioN 3. And be it further enacted, That any eitizen or citizens, or alien or
aliens, having resided one year in the United States and taken the oath of his or
their intention to become a citizen or citizens, who by his, her, or their own in-
dustry, genius, efforts, and expense, may have invented or produced any new
and original design for a manufacture, whether of metal or other material or °
materials, or any new and original design for the printing of woollen, silk, cot-
ton, or other fabrics, or any new and original design for a bust, statue, or bas
relief or composition in alto or basso relievo, or any new and original impression
or ornament, or to be placed on amy article of manufacture, the same being
formed in marble or other material, or any new and wuseful pattern, or print, or
picture, to be either worked into or worked on, or printed or painted or cast or
otherwise fixed on, any article of manufacture, or any new and original sh:upe or
configuration of any article of manufacture not known or used by others before
his, her, or their inveution or production thereof, and prior to the time of his,
her, or their application for a patent therefor, and who shall desire to obtain an
exclusive property or right therein to make, use, and sell and vend the same, or
copies of tine same, to others, by them to be made, used, and sold, may make
application in writing to the Commissioner of Patents expressing such desire,
anl the Commissioner, on due proceedings had, may grant a patent therefor, as
in the case now eof application for a patent: Provided, That the fee in such
cases which by the now existing laws would be required of the particular appli-
cant shall be one-half the sum, and that the duration of said patent shall be seven
years, and that all the regulations and provisions which now apply to the ob-
taining or protection of patents not inconsistent with the provisions of this act
shall apply to applications under this section. (@)

SectioN 4. And be it further enacted, That the oath required for applicants
for patents may be taken, when the applicant is not, for the time being, residing
in the United States, before any minister, plenipotentiary, charge d’affaires, con-
sul, or commercial agent holding commission under the Government of the

United States, or before any notary public of the foreign country in which such
applicant may be. (b)

(a) This section repealed, or superseded, by the act of 1881, § 11, which makes
other provisions as to patents for designs.

(4) Oath required by act of 1836, § 6 ; aflirmation substituted therefor in certair
cases by act of 1837, § 13.
1
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ACT OF 1842, caar. 263, 8§ 5, 6.

SEcTION 5. And be it further enacted, That if any person or persons, shall
paint or print or mould, cast, carve, or engrave, or stamp, upon any thing made,
used, or sold, by him, for the sole making or selling which he hath not or shall
not have obtained letters patent, the name or any imitation of the name of any
other person who hath or shall have obtained letters patent for the sole making
and vending of such thing, without consent of such patentee, or his assigns or
legal representatives ; or if any person, upon any such thing not having been
purchased, from the patentee, or some person who purchased it from or under
such patentee, or not having the license or consent of such patentee, or his
assigns or legal representatives, shall write, paint, print, mould, cast, carve, en-
grave, stamp, or otherwise make or affix the word ¢ patent,” or the words
“ Jetters patent,” or the word * patentee,’” oy any word or words of like kind,
meaning, or import, with the view or intent of imitating or counterfeiting the
stamp, mark, or other device of the patentee, or shall affix the same, or any
word, stamp, or device, of like import, on any unpatented article, for the pur-
pose of deceiving the public, (@) he, she, or they, so offending, shall be liable for
such offence to a penalty of not less than one hundred dollars, (&) with costs, to
be recovered by action in any of the circuit courts of the United States, or in
any of the district courts of the United States having the powers and jurisdic-
tion of a circuit court ; (¢) one-half of which penalty, as recovered, shall be paid
to the Patent fund, and the other haif to any person or persons who shall sue for
the same

SecTIoN 6. And be it further enacted, That all patentees and assignees of
patents hereafter granted, are hereby required to stamp, engrave, or cause to
be stamped or engraved, on each article vended, or oftered for sale, the date of
the patent ; and if any person or persons, patentees or assignees, shall neglect
to do so, he, she, or they, shall be liable to the same penalty, to be recovered
and disposed of in the manner specified in the foregoing fifth section of this
act. (d}

Approved August 29th, 1842.

T RE

(a) The penalty mentioned in this section is incurred as to all articles made, and
having the word * patent” aftixed, with a guilty purpose or intent.  Stephens v, Culd-
well, MS.—SpPRAGUE, J.; Mass., 1860.

(b) This section—though its phraseology, * a penalty of not less than one hundred
dollars” is peculiar—authorizes the infliction of a penalty of just one hundred dollars
for the offence therein described, and no more. Stimpson v. Pond, 2 Curt., 506.—
Curris, J.; Mass,, 1855.

The penalty may be recovered in an action of debt.—/bid., 506,

(¢) The two years’ limitation of suits for penalties, contained in § 32 of the Crimes
act of 1790 (1 Stat. at Large, 119), is repealed by implication by § 4 of the act of
1839 (5 Stat. at Large, 322), which extends the timo to five years. Jb:d., 503,

(d) Under this section it was held, that 1t was not the selling the articles un-
stamped that made the party liable to the penalty, but the omitting to put the stamp
on. HFalmer v. Allen, MS.—DBgrrs, J.; N. Y., 1854.

The assignees of an interest in a patent are no more liable for articles purchased
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ACTS OF 1846, CHAP, 90; 1848, OHAP, 47.

ACT OF 1846, CHAPTER »9o.
(9 SraTt. AT LARGE, 62.)

Extract from the Act entitled * An act to provide for the better organization of
the Treasury, and for the ecoliection, safe-keeping, transfer, and disbursement
of the public revenue.”

SecTiON 15. And be it further enacted, That all marshals, district attorneys,
and others having public money to pay to the United States, and all patentecs
wishing to make payment for patents to be issned, may pay all such moneys to
the Treasurer of the United States, or to the treasurer of either of the mints in
Philadelphia or New Orleans, to either of the other assistant treasurers, or to
such other depositary constituted by this act as shall be designated by the Secre-
tary of the Treasury in other parts of the United States, to receive such payments,
and give receipts or certificates of deposit therefor. (a)

Approved August 6th, 1846.

ACT OF 1848, CHAPTER 47.

(9 Srar. AT Larce, 231.)

An Act to provide additional examiners in the Patent Office, and for other
purposes.
SecrioN 1. DBe it enacted by the Senate and House of Representatives of the
United States of America in Congress assembled, That there shall be ap-
pointed, in the manner provided in the second section of the act entitled * An
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and sold by them, without the date of the patent stamped on them, than any other
persons, unless the articles were manufactured with their connivance, Jhid,

Held, also, that the penalty attaches for each separate article sold. Jé:d.

It is necessary that each article should be stamped with the day of the month, as
well as the year; but if this is done it is sufficient, even if the word * patented” is
abbreviated. Hawley v. Bagley, MS.—BETTs8, J.; N. Y., 1855.

This section is now repealed by the act of 1861, § 13,

(a) Under this act the following officers are authorized to receive patent fees on ac-
count of the Treasurer of the United States, and to give receipts or certificates of
deposit therefor, to wit :

Assistant Treasurer of the United States, Boston, Massachusetts.
Assistant Treasurer of the United States, New York, New York.
Treasurer of the Mint, Philadclphia, Pennsylvania.

Surveyor and Inspector, Pittsburg, Pennsylvania.

Collector, Baltimore, Maryland.

Collector, Buffalo Creek, New York.

Assistant Treasurer United States, St. Louis, Missouri.

Surveyor of the Customs, Cincinnati, Ohio.

Receiver of Public Moneys, Jeffersonville, Indiana.

Receiver of Public Moneys, Chicago, Illinois,

Receiver of Public Moneys, Detroit, Michigan.,

Collector, San Francisco, California.
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AOT OF 1848, cuap. 47, §§ 1, 2,

act to promote the progress of useful arts, and to repeal all acts and parts of
acts heretofore made for that purpose,” approved July fourth, eighteen hundred
and thirty-s1x, two principal exr niners, and two assistant examiners, in addition
to the number of examiners now employed in the Patent Office; and that hereafter
each of the principal examiners employed in the Patent Office shall receive an
annual salary of twenty-five hundred dollars, and each of the assistant examiners
an annual salary of fifteen hundred dollars:(a) Provided, That the power to
extend patents now vested in the board composed of the Secretary of State, Com-
misstoner of Patents, and Solicitor of the Treasury, by the eighteenth section of
the act approved July fourth, eighteen hundred and thirty-six, respecting the Pat-
ent Office, shall hereafter be vested solely in the Commissioner of Patents; (4) and
when an application i8 made to him for the extension of a patent according to
said eightcenth section, and sixty days’ notice given thereof, he shall refer the
case to the principal examiner having charge of the class of inventions to which
said case belongs, who shall make a full report to said Commissioner of the said
case, and particularly whether the invention or improvement secured in the
patent was new and patentable when patented; and thereupon the said Com-
missioner shall grant or refuse the extension of said patent, upon the same prin-
ciples and rules that have governed said board ; but no patent shall be extended
for a longer term than seven years. (c)

Secrion 2. And be it further enacted, That hereafter the Commissioner of
Patents shall require a fee of one dollar for recording any assignment, erant or
conveyance of the whole or any part of the interest in letters patent, or power
of attorney, or license to make or use the thing patented, when such instrument
shall not exceed three hundred words ; the sum of two dollars when it shall ex-
ceed three hundred and shall not exceed one thousand words ; and the sum of

YRR . e V- . — — il

(@) The Commissioner of Patents is now authorized to appoint from time to time
examiners, not to exceed four in each class. Act of 1861, é) 7.

As to the gradation and pay of examiners and clerks in the Patent Office, see act
of 1853, chap. 97, § 3, and act of 1860, § 5, and act of 1861, § 7.

(#) This act is not a repeal of § 18 of the act of 1838, providing for the extension
of patents, and the enactment of & new system for that purpose, but simply a repeal
of so much of it as related to the action of the Sccretary of State, and the solicitor
of the treasury, leaving the Commissioner of Patents alone to go on 1n the execution
of the duty. Coltv. Young, 2 Blatchf., 473.—NEgLsow, J.; N. Y., 1852,

Where an application for an extension of a patent under § 18 of the act of 1836
was pending at the time of the passage of the act of 1848, which conferred upon the
Commissioner of Patents solely, the power previously vested in the Board created by
the act of 1836, Held, that it was not necessary to renew the application, but that
the Commissioner had the power to go on with the proceedings as having been al-
ready properly instituted, and complete them by granting the extension. [Jbid., 473.

For reference to other decisions bearing upon the extension of patents, see § 18 of
the act of 1836, and the notes thereto. |

(c) The extension of all patents granted subsequently to March 2d, 1861, except
patents for designs, which may be extended for seven years, is now prohibited. Act of

1861, § 16.
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ACTS OF 1849, ocuap, 108; 1851, CcHAP. 32,

three dollars when it shall exceed one thousand words; which fees shall in all
cases be paid in advance. (@)

SECTION 3. And be it further enacted, That there shall be appointed, in man-
ner aforesaid two clerks, to be employed in copying and recording, and in other
services in the Patent Office, who shall each be paid a salary of one thousand
two hundred dallars per annum.

SecrioN 4. And be it further enacted, That the Commissioner of Patents is
hereby authorized to send by mail, free of postage, the annual reports of the
Patent Office, in the same manner in which he i8 empowered to send letters and

packages relating to the business of the Patent Office.
Approved May 27th, 1848.

ACT OF 1849, CHAPTER 10s.
(9 StaT. AT LARGE, 395.)

Extract from the act entitled ¢ An act to establish the ITome Department, and to
provide for the Treasury Department an Ausistant Seeretary of the Treasury
and a Commissioner of the Customs.”

SecTION 2. And be it further enacted, That the Secretary of the Interior shall
exercise and perform all the acts of supervision and appeal in regard to the office
of Commissioner of Patents, now cxercised by the Secretary of State; and the
said Secretary of the Interior shall sign all requisitions for the advance or pay-
ment of money out of the Treasury on estimates or accounts, subject to the same

adjustment or control now exercised on similar estimates or accounts by the
First or Fifth Auditor and First Comptroller of the Treasury.
Approved March 3d, 1849.

ACT OF 1851, CHAPTER 3¢.
(9 STAT. AT LARGE, 617.)

Extract from ihe act entitled * An act making appropriations for the civil and
diplomatic expenses of government,” &ec.
SkcrioN 2. And be it further enacted, That there shall be appointed and
paid, In the manner now provided by law, two principal examiners and two as-

sistent examiners of patents, in addition to the examining force now employed
in the Patent Office. (0)

Approved March 3d, 1851.

(@) The original provision as to fees for recording assignments, was contained in the
act of 1836, § 11. That section was repealed by act ¢ 1839, § 8. Fees for record-
ing were again restored by this section, which is also re-enacted in act of 1861, § 10,

(%) The Commissioner of Patents is now authorized to appoint from time to time,
examiners, not to exceed four in each class.  Act of 1861, g 7.
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ACT OF 18532, CHAPS. 107, 108.

ACT OF 1852, CHAPTER 107,
(10 StaT. AT LARGE, 75.)

An Act in addition to an act to promote the progress of the Useful Arts.

SectION 1. Be it enacted by the Senate and House of Representatives of
the United States of America in Congress assembled, That appeals provided
for in the eleventh section of the act entitled * An act in addition to an act to pro-
mote the progress of the useful arts,” approved March the third, eighteen hundred
and thirty-nine, may also be made to either of the assistant judges of the cireuit
court of the District of Columbia, and all the powers, duties, and responsibilities
imposed by the aforesaid act, and conferred upon the chief judge, are hereby im-
posed and conferred upon each of the said assistant judges. (@)

SECTION 2. And be it further enacted, That in case appeal shall be made to
the said chief judge, or to either of the said assistant judges, the Commissioner
of Patents shall pay to such chief judge -or assistant judge the sum of twenty-
five dollars, required to be paid by the appellant into the Patent Office by the
eleventh section of said act, on said appeal.

SEctION 8. And be it further enacted, That section thirteen of the aforesaid
act, approved March the third, eighteen hundred and thirty-nine, 18 hereby re-
pealed.

Approved August 30th, 1852.

ACT OF 1852 CHAPTER 108.
(10 StAT. AT LARGE, 95, 96.)

Extracts from the act entitled “ An act making appropriations for the civ.l and

diplomatic expenses of the government,” &ec.

For compensation of the librarian of the Patent Office, twelve hundred dollars
to be paid out of the Patent Fund. ()

For books for the library of the Patent Office, to be paid out of the Patent
Fund, one thousand five hundred dollars.

For fitting up the library of the Patent Office, to be paid out of the Patent
Fund, two thousand dollars.

For additional compensation to the disbursing clerk and draughtsman in the
Patent Office, the sum of three hundred dollars each, to be paid out of the Pat
ent Office Fund ; and that hereafter the disbursing clerk shall be required to give

(a) As to appeals to the justices of the Circnit Court, who may make, and when,
see notes to §§ 7 and 8 of the act of 1836.

As to the power of such justices on appeal, and the effect of their action, see S 11
of the act of 1839, and the notes thereto.

(0) The salary of the librarian is now fixed at one thousand eight hundred dollara
Act of 1861, § 4.
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ACTS OF 18583, cuar, 97; 1830, CHAr. 1706,

bond, with approved security in the sum of five thousand dollars, conditioned for
the faithful discharge of the duties of his office.

For the compensation of two additional permanent clerks in the Patent Office,
to be appointed by the Commissioner of Patents, at a salary of fourteen hundred
dollars each, the sum of twenty-eight hundred dollars, to be paid out of the Pat.
ent Office und.

Approved August 31st,1852.

ACT OF 1853, CHAPTER 91,
(Y0 SraTt. AT LaRGE, 209, 210, 211.)

Extracts from *“An act making appropriations for the Civil and Diplomatic Ex-
penses of the Government,” &ec.

SgcrioN 1. ¥or-the purchase of books for the library of the Patent Office, to
be paid out of the patent fund, one thousand five hundred dollars.

SecrioN 3. And be it further enacted, That from and after the thirtieth of
June, eighteen hundred and fifty-three, the clerks in the Departments of the
Treasury, War, Navy, the Interior, and the Post Office, shall be arranged into
four classes, of which class number one shall receive an annual salary of nine
hundred dollars each, class number two an annual salary of one thousand two
hundred dollars each, class number three an annual salary of one thousand five
hundred dollars each, and class number four an annual salary of one thousand
eicht hundred dollars each. |

This section also provides for eight clerks of the second class, twelve (including
six assistant examiners) of the third class, and one of the fourth elass; (¢) and
also provides for an incrcase of the salary of the chief clerk to two thousand
dollars. (0)

Approved March 3d, 1853.

ACT OF 1855, CHAPTER 17%5.
(10 StAT. AT LARGE, 670, 674.)

Extracts from “ An Act making appropriations for the civil and diplomatic ex-
penses of Government,” &c.

SECTION 10. And be it further enacted, That there shall be appointed and paid

s in the manner now provided by law, four principal examiners and four assistant

(@) The Commissioner of Patents is now authorized to appoint examiners, not to
exceed four in each clags. Act of 1861, § 7.

As to the pay of examiners, sce also act of 1860, § 5, and act of 1861, § 7.

(0) The salary of the chief clerk is now fixed at two thousand five hundred dol
lars  Act of 1881, § 4.
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ACT OF 1856, caHAp., 129; 1859, onap. 80.

examiners of patents, in addition to the examining force now authorized by law,
to be 8o employed in the Patent Office; and should the necessities of the public
service, 1n the estimation of the Commissioner of Patents, require any additional
examining foree to that herein provided, previous to the next session of Congress,
there may also be appointed and paid in the manner now provided by law, in
addition to the foregoing, not exceeding two principal and two assistant exam-
iners, who shall not so continue to be employed subsequent to the expiration of
said next session of Congress, without further provision of law. (a)

SECTION 25. And be it further enacted, That the first assistant examiners in
the Patent Office shall be rated as of the fourth class of clerks, and the second
assistant examiners, machinist, and librarian as of the third class.

Approved March 3d, 1855.

ACT OF 1856, CHAPTER 129.
(11 STAT. AT LARGE, 91.)

Extracts from the “Act making appropriations for certain civil expenses of the

(Government,” &c.

SecTION 9. And be it further enacted, That there shall be appointed and paid,
in the manner now provided by law, two principal examiners and two assistant
examiners, in addition to the examining force now authorized by law to be so
employed in the Patent Office. ()

SECTION 10. And be it further enacted, That the Commissioner of Patents is
hereby authorized to pay those employed in the United States Patent Office from
April first eighteen hundred and fifty-four, until April first eighteen hundred and
fifty-five, as examiners and assistant examiners of patents, at the rates fixed by
law for these respective grades: Provided, That the same be paid out of the
Patent Office Fund, and that the compensation thus paid shall not exceed that
received by those duly enrolled as examiners and assistant examiners of patents

for the same period.
Approved August 18th, 1858,

ACT OF 1859, CHAPTER 80.
(11 StaT. AT LARGE, 422.)

Extract from an “ Act making appropnations for the legislative, and other

expenses of the Government,” &c.
SectIOoN 4. And be it further enacted, That the Secretary of the Interior be,

(2) For provision as to the appointment of examiners by the Commissioner of

Patents, see act of 1861, § 7.
ib) For provision authorizing the sppointment of examiners by the Commissioner

of Patents, see act of 1861, § 7.
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ACTS OF 1860, crap. 211; 1861, cHAP. 37.

and he 18 hereby, directed to cause the annual report of the Commissioner of
Patents on mechanics hereafter to be made to the Senate and House of Repre-
sentatives to be prepared and submitted 1n such manner as that the plates and
drawings necessary to illustrate each subject shall be inserted so as to comprise
the entire report in one volume not to exceed eight hundred pages.

Approved March 3d, 1859.

ACT OF 1880, CHAPTER 211.
(12 StaT. AT LARGE, 110.)

Extract from an *“ Act making appropriations for sundry civil expenses of the

(Government,” &c.

SectioN 5. And be it further enacted, That the Commissioner of Patents is
hereby authorized to pay those employed in the Patent Office from April first,
eighteen hundred and fifty-five, until April first, eightcen hundred and sixty, as
examiners and assistant examiners of patents, at the rates fixed by law for these
respective grades: Provided, that the same be paid out of the Patent Office
Fund, and that the compensation thus paid shall not exceed that received by
those duly enrolled as examiners and assistant examiners of patents for the same

period.
Approved June 25th, 1860.

ACT OF 1861, CHAPTER 31.
(12 STAT. AT LARGE, 130.)

An Act to extend the right of appeal from the decisions of circuit courts to
the Supreme Court of the United States.

Be it enacted by the Senate and House of Representatives of the United States
of America in Congress assembled, That from all judgmente and decrees of any
circuit court rendered in any action, suit, controversy, or case, at law or in equity,
arising under any law of the United States granting or confirming to authors the
exclusive right to their respective writings, or to inventors the exclusive right
to their inventions or discoverics, a writ of error or appeal, as the case may re-
quire, shall lie, at the instance of either party, to the Supreme Court of the
United States, in the same manner and under the same circumstances as is now
provided by law in other judgments and decrees of such circuit courts, without
regard to the snm or value in controversy in the action. (a)

Approved February 18th, 1861.

(2) The provision as to writs of error or appeals from judgments and decrees ren-
dered in actions arising under the patent laws, previous to the passage of this act, is
contained in the act of 1836, § 17,
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ACT OF 1861, cHAP. 88, § 1.

ACT OF 1861, CHAPTER &88.
(12 StaT. AT LARGE, 246.)

An Act in addition to “ An Act to promote the Progress of the Useful Arts.”

SECTION 1. Be it enacted by the Senate and House of Iepresentatives of the
United States of America in Congress assembled, That the Commissioner of
Patents may establish rules for taking affidavits and depositions required in cases
pending in the Patent Office, (&) and such affidavits and depositions may be taken
before any justice of the peace, or other ofticer authorized by law to take depo-
sitions to be used in the courts of the United States, or in the state courts of any
state where such oflicer shall reside; and in any contested case (&) pending in the
Patent.Office it shall be lawful for the clerk of any court of the United States for
any districg or territory, and hzis heceby required, upon the application of any
party to such contested case, or the agent or attorney of such party, to issue
subpeenas for any witnesses residing or being within the said district or territory,
commanding such witnesses to appear and testify before any justice of the peace,
or other officer as aforesaid, residing within the said district or territory, at any
time and place in the subpana to be stated ; and if any witness, after being duly
gerved with such subpazna, shall refuse or neglect to appear, or, after appearing,
shall refuse to testify, (not being privileged from giving testimony,) such refusal
or neglect being proved to the satisfaction of any judge of the court whose clerk
shall have issued such subpwena, said judge may thercupon proceed to eunforce
obedience to the process, or to punish the disobedience in like manner as any
court of the United States may do in case of disobedience to process of subpeena
ad testificandum issued by such court; and witnesses in snch cases shall be al-
lowed the same compensation as is allowed to witnesses attending the courts of
the United States: (¢) Provided, That no witnesses shall be required to attend at
aoy place more than forty miles from the place where the subpcena shall be serv-
ed upon him to give a deposition under this law: Provided, also, That no wit-
ness shall be deemed guilty of contempt for refusing to disclose any secret inven-
tion made or owned by bim: And provided, furt/ier, 'That no witness shall be
deemed guilty of contempt for disobeying any subpwna directed to him by vir-
tue of this act, unless his fees for going to, returning from, and one day’s atten-
dance at the place of examination, shall be paid or tendered to him at the time
of the service of the subpaena.

(a) By the act of 1839, 8 12, the Commissioner was empowered to make regula-
tions as to taking evidence in contested cases. This act extends to all cases pend-
ing in the Patent Office. .

(6) Whether, under this act, the power to compel the attendance of witnesses 1s
not confined to * contested cases’’—as cases of interterence—query.

(¢) Witnesses are allowed one dollar and fifty cents per day, and five cents per
mile travelling from their places of residence to the place of trial or hearing, and five
ceuts per mile for returning. Act of 1853, chap, 167, § 3.
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SecTioN 2. And be it further enacted, That for the purposes of securing
gredber uniformity of action in the grant and refusal of letters patent, there shail
be appointed by the President, by and with the advice and consent of the Senate,
three examiners-in-chief, at an annual salary of three thousand dollars each, to be
composed of persons of competent legal knowledge and scientific ability, whose
duty 1t shall be, on the written petition of the applicant for that purpose being
filed, to revise and determine upon the validity of decisions made by examiners
when adverse to the grant of letters patent; and also to revise and determine in
like manner upon the validity of the decisions of examiners in interference cases,
and when required by the Commissioner in applications for the extension of pat-
ents, and to perform such other duties as may be assigned to them by the Com-
missioner; that from their decisions appeals may be taken to the Commissioner
of Patents in person, npon payment of the fee hereinafter prescribed ; that the
said examiners-in-chief shall be governed in their action by the rules to be pre-
seribed by the Commissioner of Patents. (a)

SECTION 3. And be it further enacted, That no appeal shall be allowed to the
examiners-in-chief from the decisions of the primary examiners, except in inter-
ference cases, until atter the application shall have been twice rcjected ; (@) and
the second examination of the application by the primary examuer shall not be
had until the applicant, in view of the references given on the first rejection, shall
have renewed the oath of invention, as provided for in the seventh section of the
act entitled “ An act to promote the progress of the useful arts, and to repeal all -
acts and parts of acts heretofore made for that purpose,” approved July fourth,
eichteen hundred and thirty-six.

SecrioN 4. And be it further enacted, That the salary of the Commissioner
of Patents, from and after the passace of this act, shall be four thousand five
hundred dollars per annum, and the salary of the chief clerk of the Patent Office

(@) NoresTto §§ 2 AND 3.

1. Previous to this act, all judicial acts done in the atent Office by the primary
examiners or the board of appeals were, in intenument of law, the judicial acts of the
“ommissioner, and had no legal validity until sanctioned by him. They were the or-
gans of the Commissioner to inguire and erli7htn his judgm.:nt, and till the Com-
missioner gave validity to their judicial acts, by his fial, they had no legal evidence
as judgment, Snowden v, Pierce MS. (App. Cas.)—Duxsrop, J.; D. C,, 1861.

2. Under the act of 1861, the primary examiners and examiners-in-chief are recog-
nized as judicial officers, acting independently of the Commissioner, who can only
control them, when their judgment in due conrse comes before the Commissioner, on
appeal. Zbid. -

3. Their acts are not the acts of the Commissioner, but their own acts, They are
no longer mere organs of the Commissioner, but independent officers. He can only
l}cbnch and overrule them, when their judgments come regularly before him, on appeal.

id.

4. The Commissioner can give no judegment till the appeal reaches him, and this
cannnt be done till the judgment of the prinary examiners has been submitted to the
sxumners-in-chief, 7 bed,
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shall be two thousand five hundred dollars, and the salary of the librarian of the
Patent Office shall be eighteen hundred dollars. (@)

SecTION 6. And be it further enacted, That the Commissioner of Patents is
authorized to restore to the respective applicants, or when not removed by
them, to otherwise dispose of such of the models belonging to rejected applica-
tions as he shall not think necessary to be preserved. The same authority is
also given in relation to all models accompanying applications for designs. He
is further authorized to dispense in future with models of designs when the de-
sign can be sufficiently represented by a drawing.

SECTION 6. And be it further enacted, That the tenth section of the act ap-
proved the third of March, eighteen hundred and thirty-seven, authorizing the
appointment of agents for the transportation of models and specimens to the
patent office, is hereby repealed.

SecrioN 7. And be it further enacted, That the Commissioner is further
authorized, from time to time, to appoint, in the manner already provided for
by law, such an additional number of principal examiners, first assistant exam-
iners, and second assistant examiners as may be required to transact the current
business of the office with dispatch, provided the whole number of additional
examiners shall not exceed four of each class, and that the total annual expenses
of the patent office shall not exceed the annual receipts.

SecTioN 8. And be it further enacted, That the Commissioner may require
all papers filed in the patent office, if not correctly, legibly, and clearly wrritten,
to be printed at the cost of the parties filing such papers; and for gross mis-
conduct he may refuse to recognize any person as a patent agent, either gen-
erally or in any particular case ; but the reasons of the Commissioner for such
refusal shall be duly recorded, and be subject to the approval of the President
of the United States.

SECTION 9. And be it further enacted, That no money paid as a fee on any
application for a patent after the passage of this act shall be withdrawn or re-
funded, (8) nor shall the fee paid on filing a caveat be considered as part of the
sum required to be paid on filing a subsequent application for a patent for the
same invention. (¢) That the three months’ notice given to any caveator, in
pursuance of the requirements of the twelfth section of the act of July fourth,
eighteen hundred and thirty-six, shall be computed from the day on which such
notice is deposited in the post office at Washington, with the regular time f:
the transmission of the same added thereto, which time shall be endorsed on the

(@) Previous to this act, the salary of the Commissioner had been three thousand
dollars per annum (act of 1836, § 1); that of the chief clerk, seventeen hundred
dollars per annum (act of 1838, § 2); and the compensation of the librarian, twelve
hundred dollats per annum (aet of 1852 ; act of 1856, § 25.)

(8) The right of withdrawal was given to American applicants by the act of 1838,
§ 7; and was extended to foreigners by the act of 1837, § 12.

(c) The right of having a caveat fee applied as part of the sum to be paid upon a
subsequent application, was given by the act of 1836, § 12.
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notice ; and that so much of the thirteenth section of the act of Congress, ap-
proved July fourth, eighteen hundred and thirty-six, as authorizes the annexing
to letters patent of the description and specification of additional improveinents
is hereby repealed, and in all cases where additional improvements would now
be admissible, independent patents must be applied for.

~ SecrioN 10. And be it further cracted, That all laws now in force fixing the
rates of the patent office fees to be paid, and discriminating between the inhabit-
ants of the United States and those of other coungries, which shall not discrimi-
nate against the inhabitants of the United States, are hereby repealed, and in
“their stead the following rates are established :

On filing each caveat, ten dollars.

On filing each original application for a patent, except for a design, fifteen
dollars.

On issuing each original patent, twenty dollars.

On every appeal from the examiners-in-chief to the Commissioner, twenty
dollars.

On every application for the reissue of a patent, thirty dollars.

On every application for the extension of a patent, fifty dollars; and fifty dol-
lars in addition, on the granting of every extension.

On filing each disclaimer, ten dollars.

For certified copies of patents and other papers, ten cents per hundred words.

For recording every assignment, agreement, power of attorney, and other
papers of three hundred words or under, one dollar.

For recording every assignment, and other papers, over three hundred and
under one thousand words, two dollars.

For recording every assignment or other writing, if over one thousand words,
three dollars.

For copies of drawings, the reasonable cost of making the same.

SectioN 11. And be it further enacted, That any citizen or citizens, or alien
or aliens, having resided one year in the United States, and taken the oath of
his or their intention to become a citizen or citizens, who by his, her, or their
own industry, genius, efforts, and expense, may have invented or produced any
new and original design, or a manufacture, whether of metal or other material
or materials, and original design for a bust, statue or bas-relief, or composition
in alto or basso relievo, or any new and original impression or ornament, or to
be placed on any article of manufacture, the same being formed in marble or
other material, or any new and useful pattern, or print, or picture, to be either
worked into or worked onm, or printed, or painted, or cast, or otherwise fixed
on, any article of manufacture, or any new and original shape or configuration
of any article of manufacture, not known or used by others before bis, her, or
their invention or production thereof, and prior to the time of his, her or their
application for a patent therefor, and who shall -desire to obtain an exclusive
property or right therein to make, use, and sell, and vend the same, or copies of
the same, to others, by them to be made, used, and sold, may make application,
in writing, to the Commissioner of Patents, expressing such desire; and the
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Commiissioner, on duc proceedings had, may grant a patent therefor as in the
case now of application for a patent, for the term of three and one-half years, or
for the term of seven yecars, or for the term of fourteen years, as the said appli-
cant may elect in his application : Provided, that the fee to be paid in such ap-
plication shall be for the term of three years and six months, ten dollars, for
seven years, fifteen dollars, and for fourteen years, thirty dollars: And, pro;
vided, That the patentees of designs under this act, shall be entitled to the ex-
tension of their respective patents for the term of seven years, from the day on
which said patent shall expire, upon the same terms and restrictions as are now
provided for the extension of letters patent. (a)

SeEcTIoN 12. And be it further enacted, That all applications for patents shall
be comploted and prepared for examination within two years after the filing of
the petition, and in default thereof, they shzall be regarded as abandoned by the
parties thereto, unless it be shown to the satisfaction of the Commissioner of
Patents that such delay was unavoidable; and all applications now pending shall
be treated as if filed after the passage of this act, and all applications for the
extension of patents, shall be filed at least ninety days before the expiration
thercof’; and notice of the day set for the hearing of the case shall be published,
as now required by law, for at least sixty days. ()

Secrion 18. And be it further enacted, That in all cases where an article is
made or vended by any person under the protection of letters patent, it shall be
the duty of such person to give sufficient notice to the public that said article is
so patented, either by fixing thercon the word patented, together with the day
and year the patent was granted; or when, from the character of the article pat-
ented, that may be impracticable, by enveloping one or more of the said articles,
and sffixing a label to the package or otherwise attaching thereto a label on
which the notice, with the date, is printed ; on failure of which, in any suit for
the infringement of letters patent by the party failing so to mark the article the
right to which is infringed upon, no damage shall be recovered by the plaintiff,
except on proof that the defendant was duly notified of the infringement, and
continued after such notice to make or vend the article patented. And the
sixth section of the act entitled * An act in addition to an act to promote the
progress of the usefularts,” and so forth, approved the twenty-ninth day of
August, eighteen hundred and forty-two, be, and the same is hereby repealed. (c)

SectioN 14. And be it further enacted, That the Commissioner of Patents be,
and he is hereby, authorized to print, or in his discretion to cause to be printed,
ten copies of the description and claims of all patents which may hereafter be

g e S T ——
]

a) This section svnersedes § 8 of the act of 1842.
{b; The previous provisions as to the extension of patents are contained in § 18 of
the act of 1836, and § 1 of the act of 1848, amending the former act of 1838.

(c) The act of 1842 imposed a penalty of one hundred "dollars on cach article
vended or offered for sale, not having the date of the patent stamped or marked upon
it; but the neglect to do so did not affect the right of the patentee in any action of

infringement brought by him under his patent.
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graunted, and ten copies of the drawings of the same, when drawing shall accom-
pany the patents: Provided, The costs of printing the text of said descriptions
and claims shall not exceed, exclusive of stationery, the sum of two cents per
bundred words for each of said copies, and the cost of the drawing shall not ex-
ceed fifty cents per cepy; one copy of the above number shall be printed on
parchment to be affixed to the letters patent; the work shall be under the direc-
tion, and subject to the approval; of the Commissioner of Patents, and the ex-
nense of the said copies shall be paid for out of the patent fund. (@)

SecrioN 15. And be it further enacted, That priuted copies of the letters
patent of the United States, with the seal of the patent office aflixed thereto
and certified and signed by the Commissioner of Patents, shall be legal evidence
of the contents of said letters patent in all cases.

SEcTION 16. And be it further enacted, That all patents hereafter granted,
shall remain in force for the term of seventeen years from the date of issue; and
all extensions of such patents is hereby prohibited.

SecTiON 17. And be it further enacted, 'That all acts and parts of acts here-
tofore passed, which are inconsistent with the provisions of this act, be, and the
same are hereby, repealed.

Approved March 2d, 1861,

ACT OF 1868, CHAPTER 102.

An Act to amend an Act entitled ¢“ An Act to promote the progress of the
Useful Arts.”

SecrioN 1. Be it enacted by the Senate and House of Representatives of the
United States of America tn Congress assembled, That so much of section
seven of the act entitled “ An act to promote the progress of the usefal arts,”
approved July 4th, 1886, as requires a renewal of the oath, be, and the same 1s
hereby repealed.

SecrioN 2. And be it further enacted, That, whereas the falling off of the
revenue of the Patent Office required a reduction of the compensation of the ex-
aminers and clerks, or other employés of the office, after the 31st day of August,
1861, that the Commissioner of Patents be, and he is hereby authorized, when-
ever the revenue of the office will justify him in so doing, to pay them such
sums, in addition to what they shall already have received, as will make their
compensation the same as it was at-that time.

SEcTION 3. And be it further enacted, That every Patent shall be dated as of
a day not later than six months after the time at which it was passed and al-
lowed, and notice thereof sent to the applicant or his agent. And if the final
fee for such patent he not paid within the said six months, the patent shall be
withheld, and the invention therein described shall become public property as
against the applicant therefor: Provided, That, in all cases where patents have
peen allowed previous to the passage of this act, the said six months shall be
reckoned from the date of such passage.

Approved March 3, 1833.

| e

(a) This section repealed by act of July 18, 1862.
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ACT OF 1864, CHAPTER 159.
(13 Szar. AT Larax, 104.)

An Act amendatory of “ An Act to amend an Act entitled an Act to promote
" the progress of the useful arts,” approved March three, eighteen hundred and
gixty-three.

Beyit enacied by the Senate and House of Represeniatives of the United States
of America in Congress assembled, That any person having an interest in an
invention, whether as the inventor or assignee, for which a patent was ordered to
issue upon the payment of the final fee, as provided in section three of an act
approved March three, eighteen hundred and sixty-three, but who has failed to
make payment of the final fee, as provided by said act, shall have the right to
make the payment of such fee, and receive the patent withheld on account of the
non-payment of said fee, provided such ﬁfyment be made within six months from
the date of the passage of this act: Provided, That nothing herein shall be so
construed as to hold responsible in damages any persons who have manufactured
or used any article or thing for which a patent as aforesaid was ordered to be

issued.
Approved June 25, 1864.

r

ACT OF 1865, CHAPTER 113.
(13 Star, AT Laras, 533.)

An Act amendatory of “An Act to amend an Act entitled an Act to promote
the progress of the useful arts,”” approved March three, eighteen hundred and
sixty-three.

Beyit enacted by the Senate and House of Representatives of the United States of
America in Congress assembled, That any person having an interest in an invention,
whether as inventoror assignee, for whic{l a patent was ordered to issue upon the
payment of the final fee, as provided in section three of an act approved March
three, eighteen hundred and sixty.three, but who has failed to make payment of the
finai fee, as provided in said act, shall have the right to make an application for a
patent for his invention the same as in the case of an original application, provided
such afplication be made within two years after the date of the allowance of the
origina anlication : Provided, That nothing herein shall be so construed as to hold
responsible in damages any persons who have manufactured or used any article or
thing for which a patent aforesaid was ordered to issue. This act shall apply to all
cases now in the Patent Office, and also to such as shall hereafter be filed. And
all acts or parts of acts inconsistent with this act are hereby repealed.

Approved March 3, 1865.

ACT OF 1866, CHAPTER 143,
(14 Srar, AT Lareg, 76.)

An Act in amendment of an Act to promote the progress of the useful arts,
§ and the Acts in amendment of and in addition thereto.

Be it enacted by the Senate and House of Representatives of the United States of
America sn Congress assembled, That upon appealing for the first time from the
decision of the primary examiner to the examiners-in-chief in the Patent Office, the
appellant shall pay a fee of ten dollars into the Patent Office, to the credit of the
patent fund; and no appeal from the primary examiner to the examiners-in-chief
shall hereafter be allowed until the appellant shall pay said fee.

Approved June 27, 1866.
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ACT OF 1867, CHAPTER 17.
(15 Star, ot Laregx, 10.)
[Zhis Act still in Force, Re-enactment of Act of 1861, § 7.]
An Act to increase the force in the Patent Office.

Be it enacled by the Senate and House of Representatives of the United States
of America in Congress assembled, That the Commissioner of Patents is authorized
from time to time to appoint, in the manner already provided for by law, such
an additional number of principal examiners, first assistant examiners, and second
assistant examiners, as may be required to transact the correct business of the
office with dispatch: Provided, That the whole number of such additions: exam-

iners shall not exceed four of each class, and that the total annual expense of the
Patent Office shall not exceed its annual receipts.
Approved March 29, 1867.

ACT OF 1868, CHAPTER 177%.
(15 StaT. AT LARcE, 119.)
[ This Act partly in Force and partly Temporary.]

Extract from “ An Act making appropriations for sundry civil expenses of the
Government,”’ &ec.

SecTIioN 7. And be it further enacted, That the Commissioner of Patents be au-
thorized to rent, under the direction of the committees on patents of the Senate
and of the House of Representatives, such rooms as may be necessary for the
speedy and convenient transaction of the business of the office : Provided, That all
the moneys standing to the credit of the * Patent Fund,” or in the hands of the
Commissioner of Patents, and all moneys hereafter received at the Patent Of.
fice, for any purpose, or from any source whatever, shall be paid into the treasury
as received, without any deduction whatever; and the sum of two hundred and
fifty thousand dollars is hereby appropriated for salaries, and miscellaneous
and contingent expenses of the Patent Office, and for withdrawals, and for monies
[moneys] paid by mistake, to be disbursed under the direction of the Secretary
of the Interior. And it shall be the duty of the Commissioner of Patents to com-
municate to Congress at the commencement of every December session, a full
and detailed account of moneys received for duties on patents, and for copies of
records and drawings, and all other moneys received by virtue of said office; and
of all moneys expended by him under and by virtue of this provision for said
contingent and miscellaneous expenses, and for salaries, and the names of the per-

sons to whom such salaries are paid, and the amount thereof paid to each.
Approved July 20, 1868.

ACT OF 1868, CHAPTER 227.
(15 Star. ar Larer, 168.)
[ This Act still in Force.]

Extract from * An Act to authorize the temporary supplying of vacancies in the
executive departments.”

And provided also, That in case of the death, resignation, absence, or sickness
of the Commissioner of Patents, the duties of said eommissioner, until a suc-
cessor be appointed, or such absence or sickness shall cease, shall devolve upon

the examiner-in-chief in said office oldest in length of commission.
Approved July 23d, 1868.

”
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ACT OF 1868, RESOLUTION No. 77.
(15 Srar. At Larce, 2062.)
[This Resolution atill in Force.)
Joint Resolution relative vo printing specifications of patents.

Be it resolved by the Senate and House of Representatives of the United States
of America in Congress assembled, That no bills be paid by the treasury for
printing specifications of patents above the contract price, except that seventy
cents may be added to eacg thousand words for the additional cost of composi-
gon occasioned by change made in printing by order of the Commissioner of

atents.
Approved July 27th, 1868,

ACT OF 1869, CHAPTER 23,
(15 Stat. AT LarcE, 269.)

[ Temporary Act.]

An Act making appropriations for the payment of salaries and contingent ex-
penses of the Patent Office, &c.

Be it enacted by the Senate and House of Representatives of the Uniled Stales
of America in Congress assembled, That there be appropriated, out of any money
in the treasury not otherwise appropriated, the sum of fifty-four thousand seven
hundred and sixty-six dollars, for the payment of the salaries of the officers and
employees of the Patent Office, and for the ordinary contingent expenses of said
office, for the months of January and February, eighteen hundred and sixty-nine,

Approved February 9th, 1869.

ACT OF 1869, CHAPTER 121,
(15 Srar. AT Larck, 293.)

[ This Act in Force in Puart, and partly Temporary.]

Extract from “ An Act making appropriations for the legislative, executive, and
judicial expenses of the Government,” &e.

United States Patent Office.—For compensation of the Commissioner of the
Patent Office, four thousand five hundred dollars; for chief clerk, two thousand
five hundred dollars; one superintendent of drawing for the annual report, two
thousand five hundred dollars; for three examiners-in-chicf, at threce thousand
dollars each, nine thousand dollars ; twenty principal examiners, at two thousand
five hundred dollars each, fifty thousand dollars ; tweity first assistant examiners,
at eighteen hundred dollars each, thirty-six thousand dollars; twenty second
assistant examiners, at sixteen hundred dollars each, thirty-two thousand dollars;
one librarian, one thousand eight hundred dollars; one machinist, one thousand
six hundred dollars; one messenger, one thousand dollars; making, in all, the
sum of one hundred and forty thousand nine hundred doliars,

For compensation of six clerks of class three, nine thousand six hundred
dollars. |

For thirty-five clerks of class two, forty-four thousand eight hundred dollars.

For forty clerks of class one, forty-eight thousand dollars.
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For six permanent clerks, at one thousand dollars each, six thousand dollars.

For thirteen copyists of drawings, at one thousand dollars each, thirteen
thousand dollars.

For fifty-three female copyists, at seven hundred dollars each, thirty-seven
thousand one hundred dollars. |

For nine permanent clerks, at nine bundred dollars each, eight thousand one
hundred dollars.

For two skilled Iaborers, at twelve bundred doliars each, two thousand four
hundred dollars.

For two skilled laborers, at one thousand dollars each, two thousand dollars.

For seven skilled laborers, at nine hundred dollars each, six thousand three
hundred dollars,

For thirty laborers, at six hundred dollars each, eighteen thousand dollars.

For two laborers, at five hundred and seventy-six dollars each, one thousand
one hundred and fifty-two dollars.

For one watchman, nine hundred dollars,

For five watchinen, at seven hundred and twenty dollars, three thousand six
hundred dollars,

For seven laborers, at six hundred dollars each, four thousand two hundred
dotilars,

For contingent expenses of the Patent Office, viz.: For illustrations of an-
nual report, stationery for use of ofhice, printing patents, furniture for rooms,
repairs, advertising, books for library, international exchanges, plumbing, gas-
fitting, and other contingencics, one hundred and twenty thousand dollars; and
no further or greater sum shall be paid, or contracted to be paid, for said con.
tingent exgenses; and it shall be the dutjg of the Commissioner of Patents to
make & full and detailed report, to each December session of Congress, of the
manner in which said contingent expenses have been disbursed: Provided, That
with the exception of the Commissioner of Patents and the examiners-in-chief,
all the officers, clerks, and employees of the Patent Office, shall be subject to the
appointing and removing power of the Secretary of the Interior, in like manner
and to the same extent as the clerks of the Pension Office are so subject under
existing laws; and the disbursements of the Patent Office shall be made by the
disbursing clerk of the Depuartment of the Interior,

Approved March 3d, 1869.

ACT OF 1869, CHAPTER 15.
(16 Star. AT Larek, 11.)

[ Zemporary Act.]

Extract from “ An Act making appropriations to supply deficiencies in the ap-
propriations for the service of Government,” &e.

For compensation of two additional examiners in the Patent Office, at two
thousand five hundred dollars each, five thousand dollars.

For twenty-one clerks, class two, in the Patent Office, at fourteen hundred
dollars each, twenty-nine thousand four hundred dollars.

For fourteen clerks, class one, in the Patent Oflice, at twelve hundred dollars
each, sixteen thousand eight hundred dollars.
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ACT OF 1870, CHAPTER 230

(15 STAT. AT LARGE, 198.)

‘“ An Act to revise, consolidate, and amend the statutes relating to patents and
copyrights,”

Be it enacled by the Senale and House of Representatives of the United Slales of
America in Congress assembled, That there shall be attached to the Department of
the Interior the office, heretofore established, known as th2 Patent Office, wherein
all records, books, models, drawings, specifications, and other papers and things
pertaining to patents shall be safely kept and preserved.

SEC. 2. And be it further enacled, That the officers and employees of said office
shall continue to be one Commissioner of Patents, one Assistant Commissi oner,
and three examiners-in-chief, to be appointed by the President, by and with the
advice and consent of the SBenate ; one chief clerk, one examiner in charge of in-
terferences, twenty-two principal examiners, twenty-two first assistant examinets,
twenty-two second assistanc¢ examiners, one librarian, one machinist, five clerks of
class four, six clerks of class three, fifty clerks of class two, forty-five clerks of class
one, ahd one messenger and purchasing clerk, all of whom shalil be appointed by
the Secrelary of the Interior, upon nomination of the Commissioner of Patents.

Sec, 3. And be it further enacted, That the Secretary of the Interior may also ap-
point, upon like nomination, such additional clerks of classes two and one, and
ol lower grades, copyists of drawings, female copyists, skilled laborers, labor-
ers, and watchmen, <ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>