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-‘h-li — —

g™ Since this volume was printed, a new and general Act
has been passed by Congress, approved July 8th, 1870, as to
Patents, Copyrights, and Trademarks, and repealing the former
ex:sting laws as to Patents and Copyrights.

This new law, though substdantially the same with the former
existing laws as to Patents and Copyrights, may be fouud in fuil
at the end of this volume, which thus contains all the laws, ar-
ranged in chronological order, as to Patents and Copyrights,
which have ever been passed in this country, and which can be
found in no other volume, except in ' THE AMBRIOAN PATENT
DiarsT,” edited by the author of this volume.
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 PREKFACH.

l fx the United States, property in Copyright and
in Patents for Inventions is created by, and held
| solely under laws passed by the General Government.
| Previous to the adoption of the I'ederal Constitution,
| in 1789, the several States had granted exclusive
i rights to authors and inventors; but that instrument
gave to Congress  power to promote the progress of
science and useful arts, by securing for limited times
+ to authors and inventors the exclusive right to their -
respective writings and discoveries;’ and the States
can now perform no act in respect thereto, or none
not in harmony with, and sabordinate to, the superior

-.I' -
r

power of Congress.
,Efl ' In 1790, at the first session of Congress, and among
= - its earliest acts, laws were passed “to promote the

progress of useful arts,” and *for encourageme. .’ of
learning, by securing the copies of maps, charts, and
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books to the authors and proprietors of such copies,
during the times therein mentioned.” ,

The Qopyright act of 1790 remair.d unchanged
until 1802, when a supplementary act was passed,
extending also its provisions, in which form it con-
tinned in force until 1831, when 1t was repealed, and
a new and more complete act substituted in place of
it. The act of 1831 is still in force, and is the basis
of the existing copyright system of the country; but
has been amended and enlarged by acts passed in
1834, 1846, 1856, 1859, 1861, and 1865,

The Patent act of 1790 was superseded by an act
passed in 1793, and this latter act, amended and en-
larged by acts passed in 1794, 1800, 1819, and 1832,
continued in force until 1836, when the entire legisla-
tion in -respect to patents for inventions was revised,
and a new and more carefully drawn law enacted.
The act of 1836 still remains 1n force, and is the basis
of the existing paternt system of the country; but has
been enlarged and amended by acts passed in 1837,
1839, 1842, 1848, 1849, 1851, 1852, 1853, 1855, 1856,
1859, 1860, 1861, 1862, 1863, 1864, and 1865.

The duration of the term of a copyright was fixed,
by the act of 1790, at fourteen years, with a right of
renewal for fourteen years longer. By the act of
1831, the first term of a copyright was enlarged to
twenty-eight years, with a right of renewal; as before,
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for fourteen years; thus zaaking the whole term forty-
two years,

The duration of the term of patents for inventions
wes fixed, by the first act of 1790, at fourteen years,
The act of 1836 fixed the same duration, but made
provision for an extension, under certain circum-
stances, for seven years longer. By the act of 1861,
the term of a patent was fixed at seventeen years—
except as to patents for designs, which may be three
and a half, or seven, or fourteen years, as desired ; and
the extension of all patents granted subsequent to the
date of tbat act, March 24, 1861, was prohibited—ei-
cept as to patents for designs, which may be extended
for seven years.

Congress, however, can grant such exclusive rights
for any period, or extend existing ferms, as it may see
fit; and it bas frequently exercised such power, by
special acts, even after the expiration of terms secured
under the general law.

The laws of this country, in respect to copyrights,
except as to the duration of the term, and the formal-
ities by which secured, are substantially like those
of England and other countries; in respect, however,
to patents for inventions, the differences between our
laws and those of other countries are marked and
distinct. | |

The great distinguishing feature of the patent sys-
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tem of this country is that which requires all applica-
tions for patents to be subjected to a preliminary
examination, as to originality and novelty of inven-
tion, before a patent can issue, and which forbids the
jssue of a patent to any one who is not the first as
well as an origenal wnventor of the thing sought to be
patented. Thouga the practical operation of such a
system is mecessarily attended with difficulties, and
the exercise of such power of rejection may some-
times work injustice to the deserving inventor, it can
scarcely be questioned that it is highly useful, as
well to the inventor, in bringing to his notice what
is already xznown in the art to which his inven-
tion appertajina, as to the pﬁblie in interposing a
salutary check to the issue of trifling or worthless
patents.

In England, and in most other countries, pat-
ents, originally, were grants proceeding directly from
the sovereign, and were considered by the courts as
monopolies, odious in the eye of the law, and te be
constried strictly. In this country, however, it has
been uniformly held that the design of our patent
laws was to encourage genius in advancing the arts,
by protecting its productions, and that such laws were
to be construed favorably and beneficially for paten-
tees; and that patents granted thereunder were to be
considered not as monopolies, but liberally, and as



highly beneficial to the community, as well as rewards

{0 ingenions men for the advantages derived by the

public from their exertions. :

ITe copynght and patent systems of this country,
as es,ablished by the legislature, and interpreted by
the courts, may justly be considered as liberal and
highly favorable to such interests; and in no country,
probably, are the rights of authors and inventors more
‘generally recognized, or their rewards and remunera-~
tion more ample and munificen". i -

In this compilation, the several laws, as to copy-;«
right and patents for inventions, which are obsclete,
are inserted in full, as well as those laws which are
now in force; this has been done; for convenience of -
reference and comparison, and {o help to & mora |
perfect understanding and - interpretation of those in |
force. | |

Notes of decisions, which have a more particular ,
reference to the obsolete acts, are inserted under such
acts; decisions of a general nature, though made
under such acts, are inserted under the acts now in
force. It has not been intended, however, to ingert
under the several acts all the decisions explanatory of
them, but only those of a more general character;
adding also suitable references to the appropriate
titles of the ¢ Digest of Patent Cases,” a work pub-
lished by the author of the present volume, and
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being a Digested Abstract of all the Cases relating to
Copyright, Patents for Inventions, and Trade-marks,

decided in the American courts, from 1789 to the
present time. -

“ony

TaE AUTHOR.

NEw YORK, Juns, 1866.
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OF T

CONSTITUTION OF THE UNITED STATES

AUTIIORIZING THE GRANT OF

EXCLUSIVE RIGHTS TO AUTHORS AND INVEXTORS.

CONSTITUTION OF THE UNITED STATES.

ARTICLE 1, SBECTION &

Tar Congress shall have power:

To promote the progress of science and useful arts,
by securing for limited times, to authors and inventors,
the exclusive right to their respective writings and dis-
¢coveries : |

Also, to make all laws which ghall he necessary and
proper for carrying into execution the foregoing powers.

PowER OF CONGRESS, AND OF THE STATES UNDER.

1. The power of Congress, under this article and goction, ig Jimited
to authors and inventors only, and does not embrace introducers, who
are not aathors and inventors. ZLivingston v. Van Ingen, 9 Johng,, 660,
666, 582.—Y ATES, THOMPSON, and KEX1, §d.; (Ct. Errors;) N.Y,, 1812

2. But such clause does not prsvent the several States from exercig-
ing the power of securing to introducers of useful inventions (without
being the authors ¢r inventors) the exclusive benefit of auch inventions
for a limited poriod. Jbid., 560, 566, 582,

1=
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POWER OF CONGRESS, AND OF THE STAIES UNDER.

el g —

3. Nor does it take away from the States the power to enlarge,
within their jurisdiction, the privilege, by extending the term of the
patont or monopoly, beyond the term allowed by the acts of Congress;
nor operate as an exclusion of all State legislution to aid and protect
the rights obtained under the general government, if the power is
exercised in harmony with, and in subordinsation to, the superior power
of Congress. Jbid., 667, 531. -

4, Though a State cannot take away from an individual his patent,
yet if an anthor or inventor, instead of resorting to the act of Congress,
should apply to the legislature of a State for an exclusive right to his
production. thero is nothing to hinder a State granting it, though the
§pe£ution of the grant would be confined to the limits of the State.

bid., 81, .

6. The power of Congress ig only to ascertain and define the rights
of property in the invention; it does not extend to regulating the use
of it. This is exclusively of locsl cognizance; such property, like every
other species, must be used and enjoyed within each State, according
to tho laws of such State. Jbid., 681.

6. The laws of any State, granting cxclusive riglits and privileges in
respect to patents and inveutions, arve inoperative as against the laws
of the United States, with which they may come in collision. Gibbons
v. Ogden, 9 Wheat., 186.—~MARSHALL, Ch. J.; Sup. Ct., 1824.

7. If the author’s book or print contains matter injurious to the
public morals or peace, or if the inventor's machine or other produc-
tion will have a pernicious effect upon the public health or safety, a
competent authority remains with the States to restrain their use,
Livingston v. Van Ingen, 9 Johns., 582.—KEgNT, J.; N, Y., 1812.

8. Such species of property is likewise subject to taxation, and to the
payment of debts, as othor personal property. J[bid., 582,

9. The fact that a party has a patent giving him the exclusive right
fo make, use, and sell a particular medicine, does not confer upon him
the right to practise as a physician, and use such medicine, in any par-
ticular State, except in conformity with the laws of such State, Jordan
v. Overseers ¢f Poor, 4 Ohio, 310.—LANE, J.; Ohio, 1831. Thompson v.
Stzals, 15 Wend,, 396.—NELsow, J.; N, Y., 1836.

10, A party has not necessarily a right fo use an invention in any
State, merely because he has s patent for it. Vannant v. Patne, 1
Harrington, 68.—~RORINSON, J.; Del,, 1833, _

11. Where V., had invented a plan for constructing and drawing lot-
ieries, and had obtained a patent therefor, but there was a State law
prohibitiag lotteries, except under certain conditions, which V. and his
associates had not complied with, Held, that V. was not entitled to any
relief, by way of injunction or otherwise, for any alleged use of his
invention within such State. [Jbid., G9.

12, The power of Congress, ag to patents, is general, and it rests in
ity sound discretion to say, when and for what length of time, and
under what circumstances, a patent fer an invention shall bo granted.
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POWER OF CONGRESS, AND OF THE STATES UNDER.

There is no restriction which limits its power to ehact, to cases where
the invention has not been known or used by the public. .All that is
required is, that the patentee should be the inventor. Blanchard v.
Sprague, 3 Sumn,, 5641.—STORY, J.; Mass., 1839."

13. The power of Congress to legislate upon the subject of patents
is plenary; and as there i8 no restraint upon its exercige, there can be
no limitation to the right to modify at pleasure the laws respecting
patents, go that they do not take away the rights of property in exist-
i(l}lg patents, McClurg v. Kingsiand, 1 How., 206.—BALDWIN, J.; Sup.

t., 1843. .

14. 1t is no objection to the validity of the laws respecting patents,
that such laws are retrospective in their operation. Jdid., 206.

16. Corgress may pass an act which shall act retrogpectively. BSuch
an act is not necessarily unconstitutional. Though no 8tate can impair
" the obligations of a contract, this inhibition does not apply to the gen-

er]:;l government. Bloomer v. Slolley, 6 Mclean, 165.—~MOLEAN, J.;
Ohio, 1850, ‘ :

16. . reservation in favor of assignees, in an act extending & patent,
will not make the act unconstitutional on the ground that Congress can
only confer privileges on snvenfors. The power to reserve rights and
privileges to assignees is incidental to the general power conferred to
promote the progress of the useful arts, Blanchard Gun-Siock Turning
lac. v. Warner, 1 Blatchf,, 271, 276.—NELsoxN, J.; Ct, 1846,

17. Congrees has the constitutional right to confer a new and further
term on the patcntee, and that even after the expiration of the first.
B.anchard v. Haynes, 6 West. Law Jour., 83.—WOODBURY, J.; N. I,
1848,

18. Alleged fraud and misrepresentation, in the passage of an act of
Congress extending a patent, will not be presumed; but such an act
will be regarded by the courts as the law of the land, until it i8 re-
pealed. Giébson v. Gifford, 1 Blatehf,, 531.—NELsoON, J.; N. X,, 18560,

19. Under the fifth ameudment of the Constitution, declaring that
no persop shall he deprived of life, liberty, or property, without duo
process of law, Congress would have no right to pass an act depriving
purchasers of a patented article of the right to use such article. Such
an act would not be regarded as due process of law. Biloomer v.
Me Quewan, 14 How., §53.~TANEY, Ch. J.; Sup. Ct., 1852,

20. Under the authority conferred by section 8th, article 1st, of the
Coustitution, it does not follow that Congress may authorize an inventor
to recall rights which he has granted to others, or reinvest him with
rights of property, which he has before conveyed for a valuable consid-
oeration, Jbid., 553. _

21. Congress may renow o patent or decline to do go. The graunt of
an exclugive privilege to an inventor for a limited time, does not im-
ply & binding and irrevocable contract with the people, that at the expi-
ration of the period tho<invention shall become their property. Zvans
v. Laton, Pot. C. C., 337.—WASHINGTON, J.; Penn., 1810.
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POWER OF OONGRESS, AND OF THE STATES UNDER.

22. Congress has the conatitutional power {0 grant an extension of
a patent even after it has been once extended under section 18 of the act
of 1836. Bloomer v. Stolley, & McLean, 160-162,—MoLeAN, J.; Ohio,
1850,

23. The power of Congresa was not exhaunsted in this respect by the
act of 1836. A legislative act does not bind a subsequent legislature.
Ibid,, 161.

24. Congress may exercise its constitutional power, ag to granting
%ts Itéci inventors, either by special &cts, or by o general system.

. 161,

25. A private act of Congress, authorizing the issue of a patent to
an inventor, is to be considered as engrafted on the genersl acts for the
promotion of the useful arts, and such a patent is issued in pursuance
of both. FEvans v. Ealon, 3 Whneat,, 518.—~Marsaary, Ch. J.; Sup.
Ct., 1818.

26. Thoy are all statutes in par: maferia, and all relate to the same
pubject, and are to be construed together. Bloomer v. McQuewan, 14
How., 549, 551.—TaxNEy, Ch. J.; Sup. Ct., 1852,

See also DIGEST PAT. OABI"S, titles Com&ma, STATUTES B. 1, 4.
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COPYRIGHT LAWS.

ACT OF 1790, CHAPTER 15.
1 StaTUTES AT LARGE, 124.

[Obsolete: Repealed dy Act of 1831, § 14.]

an Act for the encouragement of learning, by securing
the copies of maps, charts, and books, to the anthors
and proprietors of such copies, during the times there-
in mentioned : |

Suci1oN 1. Be it enacted by the Senate and Housc of
Representatives of the United States of America in Con-
gress assembled, 'That from and after the passing of this
act, the author and authors of any map, chart, book or
books «iready printed within these United States, being
a citizen or citizens thercof or resident within the same,
his or their executors, administrators or assigns, who
hath or have not transferred to any other person the
copyright of such map, chart, book or books, share or
shares thereof; and any other person or persons, being a
citizen or citizens of these United States, or residents
therein, his or their executors, administrators or assigns,
who bath or have purchased or legally acquired the copy-
right («) of any such map, ehart, book or books, in order
to print, reprint, publish, or vend the same, shall have the
sole right and liberty of printing, reprinting, publishing,
and vending such map, chart, book or books, for the
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ACT OF 1790, cHAP. 15, §5 1, 2. OBSOLETE.
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term of fourteen years from the recording the title there-
of in the clerk’s office, as is hereinafter directed: And
that the author and authors of -any map, chart, book or
books already made and composed, and not printed or
published, or that shall hereafter be made and composed,
being a citizen or citizens of these United States, or resi-
dent therein, and his or their executors, administrators or
agsigns, shall have the sole right and liberty of printing,
reprinting, publishing and vending such map, chart,
book or books, for the like term of fourteen years from
the time of recording the title thereof in the clerk’s office
as aforesaid. And if, at the expiration of the said ferm,
the author or authors, or any of them, be living, and a
citizen or citizens of these United States, or resident
therein, the same exclusive right sball be continued to
him or them, his or their executors, administrators or
assigns, for the further term of fourteen years: Lrovided,
he or they shall cause the title thereof to be a second
time recorded and published in the same manner as is
hereinafter directed, and that within six months before
the expiration of the first term of fourteen years afore-
3aid.

" (a) The “copyright” recognized by this act, and which is intended
to be protected, is presumed to be the right of property which an
author has at common Ilaw, in his manuscript. Such profection is
given &3 well to books published, as to manuscript copies. Whealon v.

Peters, 8 Pet., 661.—~MCLEAN, J.; Sup. Ct., 1834, .

Secrion 2. And be it further enacted, That if any
other person or persons, from and after the recording
the title of any map, chart, book or books, and publish-
ing the same as aforesaid, and within the times limited
and granted by this act, shall print, reprint, publish, or
import, or cause to be printed, reprinted, published, or

i
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OBSULETE, ACT OF 1790, cHar. 15, §§ 2, 3.

L

imported from any foreign kingdom or state, any copy
or copies of such map, chart, book or books, without the
consent of the author or proprietor thereof, first had and
obtained in writing, signed in the presence of two or.
more credible witnesses; or, knowing the same to be sc
printed, reprinted, or imported, shall publish, sell, or ex-
pose to sale, or cause to be published, sold, or exposed
to sale, any copy of such map, chart, book or books,
witlout such consent first had and obtained in writing
as aforesaid, then such offender or offenders shall forfeit
all and every copy and copies of such map, chart, book
or books, avd all and every sheet and sheets, being part
of the same, or either of them, to the author or proprietor
of such map, chart, book or books, \vho shall forthwith
destroy the same: And every such offender and offenders
shall also forfeit and pey the sum of fifty cents for every
sheet which shall be found in his or their. possession,
eitier printed or printing, published, imported, or .ex-
pused to sale, contrary to the true intent and meaning of
this act, the one moiety thereof to the author or propri-
etor of such map, chart, book or books, who shall sue for
the same, and the other moiety thereof to and for the use
of the United Statas, to be recovered by action of debt
in apy court, of record in the United States, wherein the
same 18 cognizable. Provided always, That such action
be commenced within one year after the cause of action
shall arise, and not afterward.

. SecrioN 8. And be it further enacted, That no person
shall Le entitled to the benefit of this act, in cases where
any map, chart, book or boeks, hath or have been already
priuted and published, unless he shall first deposit, and in
all other cases, uuless he shall before publication deposit:
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AOT OF 1790, oHAP, 15, § 3. OBSOLETE.

a printed copy of the title of such map, chart, book or
books, in the clerk’s office of the district court where the
author or proprietor shall reside () : And the clerk of
guch court is hereby directed and required to record the
same forthwith, in a book to be kept by him for that
purpose, in the words following (giving a copy thereof to
the said author or proprietor, under the seal of the court,

 if he shall require the same.) ¢ District of to
wit: Be it remembered, That on the day of
in the year of the independence

of the United States of America, A. B, of the said dis-
trict, hath deposited in this office the title of a map, chart,
book or books (28 the case may be), the right whereof he
claims ag anthor or proprietor (as the case may be), in the
words following, to wit: [here insert the title] in con-
formity to the act of the Congress of the United States,
intituled, * An act for the encouragement of learning, by
securing the copies of maps, charts, and books, to the
aguthors and proprietors of such copies, during the times
therein mentioned.’ C. D., clerk of the district of
> For which the said clerk shsll be entitled to
receive sixty cents from the said author or proprietor,
and sixty cents for every copy under seal actually given
to such author or proprietor as aforesaid. Aund such
author or proprietor shall, within two months from the
date thereof, cause a copy of the said record to be pub-
lished in one or more of the newspapers printed in the
United States, for the space of four weeks, ()
(a) If the title of an author depended upon the act of 1790, it would
be complete, provided he had deposited a printed copy of the title of

the Look in the clerk’s office, as directed by this section, LHwer v. Coxe,
4 Wash,, 490 —WASTINGTON, J.; Pa,, 1824

(&) 1. The provision of this saction requiring the author to publish
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ORSOLETE. AcT OF 1790, crar. 15, §§ 3-5.

the title of his book, in & newspaper, is merely directory, and consti-
tutes no part of the essential requisites for securing the copyright.
Nichols v. Ruggles, 3 Day, 158.—CuRriay; Ct., 1808.

2. The publication in the newspaper i8 intended as legal notice of
the rights secured to the author; but i8 not necessary where actual
notice is brought home to the party. Jbid., 158.

3. The coudition upon which the proprietor is to be entitled to the
benefit of the act cannot be extended to the requisition contained in
tho last sentence of that section, to publish & copy of the record of the
iitle, ns prescribed therein. JLawer v, (oxe, 4 Wash,, 490,—WASHING-
TON, J.; Pa., 1824,

4. The publication of a copy of such notice is only necessary to
enable him to sue for the forfeitures created by that section. Jdid,,
400,

SEcTioN 4. And be it further enacted, That the author
or proprietor of any such map, chart, book or books,
shall, within six months after the publishing thereof|
deliver, or cause to be delivered to the Secretary of State
a copy of the same, to be preserved in his office.

1. The requirement of this section, a3 to delivering a copy of the
book to the Secretary of State, is'merely directory, and constitutes no
part of the essential rsquisites for gecuring a copyright. The copy to
he delivered to the Secrotary of State appears to be designed for public
purposes, and has no connection with the copyright. Nichols v. Rug-
gles, 3 Day, 168.—Curram; Ct.,, 1808,

2. Under this section a copy ¢ a’'book may be deposiied with the
Department of State, after the expiration of six months from the time
of its publitation if not done before, and will avail from the time of its
being deposited. Dalboll’'s Case, 1 Opin., 5§32.-—~WIrT, Atty. Geon.;
1822,

3. Where a work consisted of a number of volumes, the delivery {o
the Secretary of State of the firat volume of the work within six
months after its publication and of the rest of the volumes, before the
offence complained of is committed, or the action brought, is a suffi-
cient compliance with the law. Duwight v. dppletons, 1 N. ¥. Leg.
Obs., 199.~TroMPSON, J.; N. Y., 1843, ~

SecTiON 5. .And be ¢t further enacted, That nothing in
this act shail be construed to extend tc prohibit the im-
portation or vending, reprinting or publishing, within the
United States, of any map, chart, book or -books, writ-
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ACT OF 1802, cmap. 36. OBSOLETE,

ten, printed, or published by any person not a citizen of
the United States, in foreign parts or places without the
jurisdiction of the United States.
" SectioN 8. And be it further enacted, That any person
or persons who shall print or publish any manuscript,
without the consent and apprcbation of the author or
proprietor thereof, first had and obtained as aforesaid (if
such author or proprietor be & citizen of, or resident of
these United States), shall be liable to suffer and pay to
the said author or proprietor all damages occasioned by
such injury, to be recovered by a special action on the
case founded upon this act, in any court baving cogni-

zance thereof. '
" SecrionN 7. And be it further enacted, That if any per-
son or persons shall be sued or prosecuted for any mat-
ter, act, or thing dor.e under or by virtue of this act, he
or they may plead the general issue, and give the spesial
matter in cvidence,

Approved May 31st, 1790,

ACT OF 1802, CHAPTER 86.

2 StaTuTEs AT LARGE, 171,

[ Obsolete : Repealed by Aet of 1881, § 14.]

An Act supplementary to an act, intituled “ An act for
the encouragement of learn'ng, by securing the copies
of maps, charts, and books, to the authors and pro-
prietors of such copies, during tho time therein men-
tioned,” and extending the benecfits thereof to the arts
of -designing, engraving, and etching historical and
other prints,
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SecrioN 1. Be it enacted by the Senate and House of
Bepresentatives of the United States of America in Con-
gress assembled, That every person who shall, from and
after the first day of January next, ciaim to be the author
or proprietor of any maps, charts, -book or books, and
shall thereafter seck to obtain a copyright of the same
agreeable to the rules prescribed by law, before he shall
be entitled to the benefit of the act, intituled “ An act
for the encouragement of learning, by securing the ‘copies
of maps, charts, and books, to the authors and proprie-
tors of such copies, during the time therein mentioned,”
he shall) in addition (a) to the requisites enjoined in the
third and fourth sections of said act, if a book or books,
give information by causing the copy of the record,
which, by said act, be is required to publish in one or
more of the newspapers, to be inserted at full length in
the title-page, or in the page immediately following the

title of every such book or books; and if a map or chart,

shall cause the following words to be impressed on the
face thereof, viz.: “ Znitered according to act of Con-

gress, the day of 18  [here insert the date
when the same was deposited in the office] by 4. B. of
the State of [here insert the author’s or proprietor’s

name and the State in which he resides].

(@) 1. By this section no person can be entitled to the benefit of the
act of 1790, unless he shall, 1n addilion to the requisites eujoined in
sections 3 and 4 of that act, cause a copy of the record, required by
that act to be published, to be inserted at full length in the title-page,
or on the page immediately following the title of the book. FEwer v.
Ccxe, 4 Wash., 490.—WASHINGTON, J.; Pa., 1824.

2. The person, therefore, claiming a copyright, before he can be en-
titled to the bonefits of the act of 1790, must perform the requisites

required by this act, in addition to those prescribed in &ections 3 and 4

of the act of 1790, and must perform the whole. The act admiis of no
other construction. Jfbid,, 491,

fl'
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3. The meaning of the act is as if it read, * the proprietor, before he
shall be entitled to the benefit of the act of 1790, shall cause a copy of
the record of the title to be published, and shall deliver a copy of the
book to the Secretary of State, as directed by the third and fourth sec-
tions of that act; and shall also cause o copy of the said record to be
insorted at full length in the title-page,” &c. J[bid, 491.

4. The act of 1802 requires the roquigites BHJOIHEd in sections 3 and
4 of the act of .1790, as to notice and the deposit of the book in the
State Department, to be performed “in addition® to the ¢me required
- by this act of 1802, before an author * shall be entitled to the benefit
of the first act.” Wheaton v. Peters, 8 Pet., 665.-—~McLEAN, J.; Sup. Ci,,
1834.

SECTION 2. And be it furzker'enactec?, That from and
- after the first day of January next, every person, being
a citizen of the United States or resident within the same,
who shall invent and design, engrave, etch or work, or
from his own works and inventions, shall cause tao be
designed and engraved, etched or worked, any historical
or other print or prints, shall have the sole right and
liberty of printing, reprinting, publishing, and vending
such print or prints, for the term of fourteen years from
the recording the title thereof in the clerk’s office, as
prescribed by law for maps, charts, book or books: Pro-
vided, he shall perform all the requisites, in relation to
such print or prints, 28 are directed in relation to maps,
charts, book or books, in the third and fourth sections of
the act to which this is a supplement, and shall moreover
cause the same entry to be duly engraved on such plate,
with the name of the proprietor, and printed on every .
such print or prints as is hereinbefore required to be
made on maps or charts,

1. The person who, ander this section, 18 intended and described as
the proprietor cf a copyright in a print, is one who shall not ouly in-
vent and desigo, but who shall ailso engrave, etch, or work the print
to which the right is claimed; or, who, from his own works and inven-
lions, shall cause the print to be designed and engraved, etched, or
worked. Binne v. Woodruff, 4 Wash,, 6 L,.— WASHINGTON, J.; Pa., 1821,
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2. In the first case, the inventor and designer is identified with the -
engraver, or, in other words, the entire work, or subject of the copy-
right, i3 executed by the same person. In the latter, the invention is
designed or embodied by the pergon in whom the right is vesbad,
and the form and completion of the work are executed by another.
Ibid,, 51.

3. But in neither caso can a person claim a copyright for a mere in-
vention, the work of his imagination Jocked up in his own mind, or
existing in a form not visible to others. Neither i8 he 80 entitled, uns
less heo has not only invented, but also designed or represented the
subject in some visible form. JZbid, H1.

4. Where neither the design nor the general arrangement of a print,
nor the parts which composed it, was the invention of the plaintiff|
but he had emplcyed and paid the artists who had composed and exe-
cuted it, Jleld, that under this gection he was not entitled to a copy-
right. J[bid,, 53.

SEcTiON 3. And be it further enacted, That if any
printseller or other person whatsoever, from and after
the said first day of January next, within the time lim-
ited by this act, shall engrave, eteh or work, as aforesaid,
or in any other manner copy or sell, or cause to be en-
oraved, etched, copled or sold, in the whole or In part,
by varying, adding to, or diminishing from the main
design, or shall print, reprint, or import for sale, or cause
to be printed, reprinted, or imported for sale, any such
print ov priuts, or any parts thereof, without the consent
of the proprietor or proprietors thereof, first had and
obtained, in writing, signed by him or them respectively,
in the presence of two or more credible witnesses; or
knowing the same to be so printed or reprinted, without
the consent of the proprietor or proprietors, shall publish,
sell, or expose to sale or otherwise, or in any other man-
ner dispose of any such print or prints, without such
consent first had and obtained, as aforesaid, then such
offender or offenders shall forfeit the plate or plates on
which such print or prints are or shall be copied, and all
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( and every sheet or sheets (being part of or whereon such
. print or prints are or shall be copied or printed) to the
~ proprietor or proprietors of such original print or priats,
who shall forthwith destroy the same; and farther, that
every such offender or offenders shall forfeit one dollar
for every print which shall be found in his, her, or their
custody ; either printed, published, or exposed to sale, or
otherwisa disposed of, contrary to the true intent and
meaning. of this act, the one moiety thereof to any person
who shall sue for the same, and the other moiety thereof
to and for the use of the United States, to be recovered
in any court having competent jurisdiction thereof.
SECTION 4. And be it further enacted, That if any per-
son or persons, from and after the passing of this act, shall
print or publish any map, chart, book or books, print or
prints, who have not legally acquired the copyright of
such map, chart, book or books, print or prints, and shall,
contrary to the true intent and meaning of this act, insert
therein or impress thereon that the same has been en-
tered according to act of Congress, or words purporting
the same, or purporting that the copyright thereof has
been acquired; every person so offending shall forfeit
and pay the sum of one hundred dollars, one moiety
_thereof to the person who shall sue for the same, and the
other moiety thereof to and for the use of the United
States, to be recovered by action of debt in any court of
record in the United States, having cognizance thereof.
Provided always, that in every case for forfeitures here-
inbefore given, the action be commenced within two
years from the time the cause of action may have arisen.
Approved April 29th, 1802.
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ACT OF 1819, CHAPTER 109,

3 STATUTES Ar LARGE, 481

[This Act still in Fores.]

An act to extend the jurisdiction of the Circuit Courts
of the United States to cases arising under the law
relating to patents [and copyrights].

Be it enacted, by the Senate and House of Represent-
atives of the United States of America, in Congress
assembled, That the Circuit Courts of the United States
shall have original cognizance, as well in equity as at
law, of all actions, suity, controversies, and cases, arising
under any law of the United States, granting or confirm-
ing to authors or inventors the exclusive right to their
respective writings, inventions, and discoveries; and
upon auny bill in equity, filed by any party aggrieved
in any such cases, shall have authority to grant injunc-
tions, according to the course and prineiples of courts of
equity, to prevent the violation of the rights of any
authors or inventors, secured to them by any laws of the
United States, on such terms and conditions as the said
courts may deem fit and reasonable (a); Provided, how-
ever, That from all judgments and decrees of any Circuit
Courts, rerndered in the premises, a writ of error or
appeal, as the case may require, shall lie to the Supreme
Court of the United States, in the same manner, and
under the same circamstances, as 18 now provided by
law in other judgments and decrees of such Circuit
Courts. (0)

() 1. The act of 1819, so faras it gave cognizance to the courts of
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the United States in cases of copyrights, still remains in foree, and is
the only law conferring equitable jurisdiction on these courts in such
cases; the ninth section of the act of 1831 protects manusecripts 2nly.
Stephens v. Gladding, 1t How.. 455.—CuzrT1s, J.; Sup. Ct., 1854.

2. The equity jurisdictiont of such courts, as to copyrights, does no
extend to the adjudication of forfeitures: a deeree, therofore, canuch
Bg ;utered for the penalties incurred for a violation of a copyrighi.

d., 450.

3. Under the acts of 1790 and 1819, as to patents and copyrights
the owners of copyrights and patents do not have redress or relief ir
any cases where they could not before have had relief in some court,
either of equity or law. Pierpont v. Fowle, 2 Wood. & Min,, 27.—
WOoODBURY, J.; Mass, 1846,

4. These acts mere¢ly enable them to prosecute such claims in the
Circunit Court of the United States, as they usually had done before,
but without going to the State tribunals; the public interest required
a uniform construction to boe placed by one tribunal on all important
questions connected with rights so held. Jbid., 21.

6. The jurisdiction of the Federal courts, under the acts of Congress
respecting copyrights, has not.taken away or diminished the original
jurigdiction, which, before such acts, the State courts exercised-—ox-
cept where the jurisdiction was made exclusive in express terms, or by
the necesgary construction of the Federal Constitution, Woolsey v.
Judd, 4 Duer, 382,—~DuvueR, J.; N. Y., 1855.

6. Under the act of Congress, giving to the Circuil Courts cognizance
of cases ariging under the laws of the United States, granting to au-
thure the exclusive right to their writings, the citizenship of the parties
litigant is immaterial. Keene v. Wheatley, 9 Amer. Law Reg., 44, 46.—
CADWALLADER, J.; Pa,, 1860.

7. The act of 1819 concerns remedics, and not rights.  Jbid., 46.

8, Where a wrong has been committed in reapect to a literary work,
but the bill does not ask for an injunctfion to protect the common law
rights of the author, or the viclation of any copyright secured, but only
asks an account, redress cannot be sought in a court of equity, but the
party must proceed at law for domages. Monk v. Harper, 3 Edw. Ch,,
110, 111.—McCoun, V. Chan.; N. Y., 18317.

See also DIGEST PAT. CASES, titles ACTIONS, A : EQUITY, A.

(b) A writ of error, or appeal, as the case may require, now lies to
the Supreme Court, from all judgments or decrees of any Circuit Court,
reandered in any action, at law or in equity, arising under any of the
.aws as to copyrights, | Act of 1861, chap. 37.

2
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ACT OF 1831, CHAPTER 1.

4 STATUTES AT LARGE, 436.

[ This Aet 37l in Force.}
An Act to amend -the several acts respecting copyrights.

SectioN 1. Be it enacted by the Senate and House of
Livpresentatives of the United States of America in Con-
gress assembled, That from and after the passing of this
act, any person or persons, being a citizen or citizens of
the United States, or resident therein, who shall be the
author or authors of any book or books, map, chart, or
musical composition, which may be now made or com-
posed, and not printed and published, or shall hereafter
be made or composed, or who shall invent, design, etch,
engrave, work, or cause to be engraved, etched, or worked
from his own design, any print or engraving, and the
executors, administrators, or legal assigns of such person
or persons (a), shall bave the sole right and liberty of
printing, reprinting, publishing, and vending (4) such
book or books, map, chart, musical composition, print,
cut, or engraving, in wheole or in part, for the term of
twenty-eight years from the time of recording the title
thereof, in the manner hereinafter directed. (c)

() WHO MAY HAVE, AND WHAT SUBJECT OF COPYRIGHT,

1. Under this act a person, to be a *resident” 80 as to be entitled
to a copyright, must be a permanent resident of the country. A per-
son temporarily residing here, even though he has declared his inten-
tion of becoming & citizen, cannot take or hold a copyright. Carey v.
Collier, b6 Niles's Reg., 262,—BB171S, J.; N. Y., 1839.

2. 'The legal assignee of the author may take out the copyright, and
it will make no difference whether he holds it as trustee for the boenofit
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of another or not. Isttls v. Gould, 2 Blatehf,, 366.—NELsoN, J.; N. Y.,
1852.

3. Under this act no porson cen obtain a copyright except authors
who are citizens or residents of the United States, and proprietors un-
der derivations of title from such authors. Keene v. Wheatley, 9 Amer.
.Law Reg., 45.—CADWALLADER, J.; Pa, 1860,

4. The aasignea of a work eomposed by a non-resident alien cannot
obtain & copyright for it. Jbid, 46.  ° : -

6. To constitute one an author, he .must, by his own intellectual
labor applied to the materials of his composition, produce an arrange-
ment or compilation new in itself, A&will v. F&rrett, 2 Blatchf., 46.—
Berrs, J.; N. Y., 1846,

6. One who gets others to compile & work or engrave 8 print is not
entitled to a copyright. Pierpont v. Fowle, 2 Wood. & Min., 46.—W0OD-
BURY, J.; Mass, 1846. Atwill v. Ferretl, 2 Blatchf, 46. -—BETTB, J.;
N. Y 1846. DeWitt v. Brooks, M8.—NEL80N, J.; N. Y., 1861

7. A book, within the stutute-nead not be & volume made up of
many sheets bound together; it may be a single sheet, as the words
of s song, or tho music accompanying it, Claylon v. Stone, 2 Paine,
383, 391 —THOMPEON, J.; N.¥., 1828.

8. A newspapor or prwe current cannot be considered a book within
the sense and meuaning of the act of Congress. J&id, 385. _

9. A label used in the sale of any article is not a book. within the
provisions of the statute respecting copyrights. . Coffeen v. Brunton, 4
McLean, 517.—MoLEAN, J.; Ind, 1849,

10. The natural ﬂbjECtB from which maps and charts are made are
opon to all, and therefore & copyright cannot subsist in a chart, as a
general subjecl;, but may in an individual work, and others may be re-
gtrained from copying it. .Blunt v. Patlen, 2 Pame, 400, 401.—~Taoxp-
soN, J.; N. Y, 1828,

11. A man has a right to a copyright of a map of a State or country
which he has surveyed, or caused to be compiled from existing mate-
rials, at his own expense, or skill, or laber, or money. Emerson v. Da-
vies, 3 Story, 781.—STORY, J.; Mass., 1845,

12, Another may publish another map of the same State or country,
but cannot take it substantially and designedly from the map of the
g%her person, mthout any such exercise of skill, labor, or expense.

id., 181,

13. The author or compiler of a musical composition, made up of
different parts copied from older compositions, without material change,
and put together into one tune with only slight alterations or addmons,
is not entltled to a copyright for such therefor. Reed v. Carust, 8 Law
Rep 411.—~TaNEY, Ch. J.; Md., 184b. r

- 14, But the circumstances of it corresponding with older musical
COI‘H[JOSlthllE, and belonging to the same style of musie, does not con-
stifute it a plagiarism, provided it is, in its main design and in 1ts ma-
terial and important parts. tho effort of his own wmiud. cbud,, 411,
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15. A musical composition, to be the subject of a copyright, must be
substantially a new and original work, and not a copy of a piece already
produced, with additions and variations, which a writer of music with
oxperience and skill could readily make. Jollie v. Jaques, 1 Blatchf,,
626.—NELSON, J.; N. Y., 1850,

16. Tho phrase design, when used a8 a term of art, means the giving
of o visible form to the conceptions of the mind: or, in other words,
%-. the invention. Binns v. Woodruff, 4 Wash,, 62.—WASHINGTON, J.;

a.,, 1821,

17. A reporter cannot have any copyright in the written opinions of
tlie judges of a court; nor can the judges confer any such right on the
roporter, Wheaton v. Pelers, 8 Pet., 668.—McLray, J.; Sup. Ct., 1834.
Litlle v. Gould, 2 Blatehf., 170.—~CoNKLING, J.3 N. Y., 1851.

18. Such decisions are the property of the public, and are rot the
subject of copyright, Litlle v. Gould, 2 Blatchf, 362.—~NELsoN, J.;
N. Y., 1852,

19. But a reporter may have a copyright in his own marginal notes,
and in the arguments of counsel, a8 arranged and prepared by him.
Gray v. Russell, 1 Story, 21.--STORY, J.; Mass.,, 1839, ‘

20. A work may be the subject of a copyright, if the plan, arrange-
ment, and combination of its materials are new, though (the materials
may be drawn from many sources, but aro for the first time brought
together in such plan, arrangement, and combination. Gray v. Russell,
1 Story, 17.—Stonry, J.; Mass,, 1839. Emerson v. Davies, 3 Story, 118.
STORY, J.; Mass.,, 1845, .

21. But thero can be no copyright of a plan distinet from the work
itself, any more than there can be of an idea. The words in which an
idea is expressed, are a subject of property ; and so is the classification
of the subject discussed. Slory's Exrs. v. Holcombe, 4 McLean, 316~
McLeay, J.; Ohilo, 1841. ,

Sce also DIgEST Par. Cases, titles Aurnor; Corpymicnrt, B, C.;
ABRIDGMENT; CHARTS; COMPILATIONS; DIOTIONARIES; REVIEWS;
TRANSLATION,

(b) COPYRIGHT, WHAT I8.

1. The privilege of an author to an exclusive sale of his works, for g
limited number of years, although a monopoly, i3 not so in the odious
meaning of the term; but is but a proper reward for his labor, and to
which he is as much eutitled as to the exclusive enjoyment of any
other kind of property. Blunt v. Patlen, 2 Paine, 395.—1'110MPSON, J.;
N. Y., 1828,

2. Copyright is an exclusive right to the multiplication of copies, for
the benetit of the author or his assigns, disconnectod from the plate, or
any other physical existence. Stephens v. Cady, 14 How., 330,—NEL-
sON, J.; Sup. Ct., 1852,

3. Before publication, an suthor has the exclusive possession of tho
tdeas contained in his bool, and the combination of words to represeat
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them. But when he has published his book, and given his thoughts,
_sentiments, knowledge, or information te the world, he can have no
longer an exclusive possession in them. Stowe v. Thomas, b Amer.
Law Reg., 228, ~-GRIER, J.; Pa., 18563,

_ 4. When an author has sold his work, the only property which he
roserves to himself, or which the law gives to him, is the exclusive
right to multiply the'copies of that particular combination of character
which exhibits to the eyes of another the ideas intended to be con-
veyed. This is what the law terms copy, or copyright. Jbid,, 228.

6. .An author's exclusive property in a literary composiiion, or copy-
right, consists only in a right to multiply copies of his book, and enjoy
the profits therefrom, and not in an exclusive right to his conceptions.
Ibid., 228,

6. The case of Millar v. Taylor, 4 Burr, 311, has finally settled tho
question as to the nature of the property which an author has in his
works; and it is, thut, after publication, hia property consists in the
“right of copy,” which signifies * the sole right of printing, publish-
ing, and selling his literary composition or book ;" not that he has
guch a property in his original conceptions, that he alone can use them
in the composition of a new work, or clothe them in & different dress
by translation. [bid., 230.

ee also DiGest PAT, Casgs, title COPYRIGHT, A.

(¢) FounpaTiOoN OF COPYRIGHT.

. 1. Congress, in passing the copyright act, did not legislate in
refcrenco to existing rights, Instead of sanctioning an existing right,
it created it. Whcaf~ - v. Pelers, 8 Pet,, 661.—MoLeax, J.; Sup. Ct,
1834.

2. In the United States an author can have no exclusive property or
copyright in his published production except under the laws of Cone
gress, J[bid, 662,

3. The author of a literary composition has, at'common law, no ex-
clusive right to print and publish it. Dudley v. Mayhew, 3 Coms,, 12.
—STRONG, J.3 N. Y., 1849,

4, Copyright, though formerly considered to be founded on common
law, can now only be viewed as part of the statute law. Clayion v.
Stone, 2 Paine, 383.—Tnoxpsoy, J.; N. Y., 1828.

6. The object of the acts of Congress, securing to authors the exclu-
give right to their writings, was the promotion of science. Jbid., 392.

See also DigesT PAT. CASES, title COPYRIGHT, A,

SecTioN 2, And be it further enacted, That if, at the
expiration of the aforesaid téerm of years, such author,
inventor, designer, engraver, or any of them, where the
work had been originally composed and made by more
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than one person, be still living, and a citizen or citizens
of tue United States, or resident therein, or, being dead,
shall have left a widow, or child, or children, either or
all then living, the same execlusive right shall be con-
tinued to such author, designer, or engtaver, or, if dead,
then to such widow and child, or children, for the fur-
ther term of fourteen years: Provided, That the title of
the work so secured shall be a second time recorded, and
all such other regulations as are herein required, in regard .
to original copyrights, be complied with in respect to
such renewed copyright, and that within six months
before the expiration of the first term,

1. The extension under this act looks entirely to the author and

his family, and not to assignees. Pierpont v. Fowle, 2 Wood. & Min.,
42,-—\WOODBURY, J.; Mass., 1846.

2. Aa assignment of a * copyright” should not, by construction, be
extended beyond the first term, unless it seems to be actually meaat
by the author to be transfoerred forever, and including any future con-
tingency. Jtbid., 44.

3. But where it ia clear that the author intended to transfer all his
interest in the copyright, as well in the extended as in the original
term, and the assignment is not, in its terms, broad enongh to cover
<he svcond term, a court of equity will direct the contract to be re-
formed, so a8 to embrace all the interest. Cowen v. Banks, MS.~NEL-
soN, J.; N. Y., 1862,

4. An assigneo alone cannot take out the second or extended term,
unless he has paid for it, clearly contracted for it, and, in equity, rathor
than by any technical law, is to be protected in if. Prerpuni v. Fowle,
2 Wood. & Min,, 44.-—~WOODBURY, J.; Mass,, 1846,

5. The taking out a second term of a copyright is not like the
strengthoning of a defective title, but rather like a new interest ob-
tained after the general intorest hud expired. Lbid,, 46.

See also DIGEST PAT. CAsEs; title CoPYRIGHT, L.,

SucTioN 8. And be it further enacted, That in all cases
of renewal of copyright under this act, such author or
proprietor shall, within two months from the date of «aid
renewal, cause a copy of the record thercof to be pub-
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lished in one or more of the newspapers printed in the
United States, for the space of four weeks.

SECTION 4. And be it further enacted, That no person
shall be entitled to the benefit of this act, unless he shall,
betore publication, deposit a printed copy of the title of
such book, or books, map, chart, musical composition,
- print, cut, or engraving, in the clerk’s office of the Dis-
trict Court of the district wherein the author or pro-
prietor shall reside, and the clerk of such court is hereby
directed and requived to record the same thereof forth-
with, in &4 book to be kept for that purpose, in the words
following (giving a copy of the title, under the seal of
the court, to the said author or proprictor, whenever he

ghall require the same): “ District of to wit: Be
it remembered, that on the day of Anno
Domini, A. B., of the said district, hath deposited

in this office the title of a book (map, chart, or otherwise,
as the case may be), the title of which is in the words
following, to wit: (here insert the title) ; the right where-
of he claims as anthor, (or proprietor, as the case may be,)
in conformity with an act of Congress, entitled ¢ An act
to amend the several acts respecting copyrights.” C. D.,
Clerk of the district.” For which record the clerk shall
be entitled to receive, from the person claining such
right, as aforesaid, fifty cents, and the like sum for every
copy under seal, actually given to such person or his
assigns. And the author or proprietor of any such book,
map, chart, musical composition, print, eut, or engraving,
shall, within three months from the publication of said
book, map, chart, musical composition, print, cut, or en-
graving, deliver, or cause to be delivered, a copy of the
same to the eclerk of said district. And it shull be the
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duty of the clerk of each District Court, at least once in
every year, to transmit a certified list of all such records
of copyright, including the titles so recorded, and the
dates of record, and also all the several copies of books
or other works deposited in his oflice according to this
act, to the Secretary of State, to be preserved in his
oflice. («)

SECTION 5. And be it further enacted, That no person
shall be entitled to the benefit of this act, unless he shall
give information of copyright being secured, by causing
to be inscrted in the several copies of each and every
edition published during the term secured on the title-
page, or the page immediately following, if it be a book,
or, if & map, chart, musical composition, print, cut, or
engraving, by causing to be impressed on the face there-
of, or if a volume of maps, charts, music, or cngravings,
upon the title or frontispiece thereof, the following words,
viz.: “ Entered according to act of Congress, in the year

, by A. B., in the clerk’s office of the District
Court of 4" (as the case may be.) (@)

(@) Nores 10 §§ 4 AND 6.

1. The act of 1531 embodies the provisions of the acts of 1790 and
1802, and imposes on the persons claiming the privilege of -copyright
the samoe duties and liabilities which attended the right under the prior
statutes. Baker v. Tuylor, 2 Blatehf.,, 83.—BEeTTS, J.; N. Y., 1848,

2. Under sections 4 and § of this act, the depositing the title-page
in the proper clerk’s office, publishing a notice according to the act,
und delivering a copy of the hook, are conditions, the performancs of
which is cssential to the title, Jbid., 84,

5. And the notice must be published in the manner specified in the
act. Jfhid., 84.

4. All tho things required by these sections must boe done to gecure
a copyright. Jollle v. Jaques, 1 Blatchf, 620,—NELsoy, J.; N, Y,
1850, Struve v. Schwedler, 4 Blatchf.—NELsoy, J.; N. Y,, 1857.

6. Until all the things required by thege sections arc done, the copy-
right is not gecured; but by taking the incipient step, a right is ac.
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uired which chancery will protect, until the other acts may be done.
?’ul!e v. Derby, 6 McLean, 332 —McLEAN, J.; Ohio, 1852,

6. Whore a work consists of n number of volumes, the insertion of
thie record on the page next following the title-page of the firs? volurnie
of the work is a sufficient compliance with the statute. Duwight v.
Appletons, 1 N. Y. Leg. Obs., 198.—THOMPSON, J.; N, Y., 1843.

T. The author may insert the same record in another edition, pub-
lished in a different number of volumes, without impaiving the copy-

right. JIbid., 199. ,,

8. The number of volumes in which it was stated the work would
be published, make no part of its title, and may be rejected as sur-
plusage. Jbid., 199,

9. After such title-page has been deposited, the author can maintain
an action for an infringement or violation of his right, even though the
work may not have ‘been published, or the printed copy deposited.
Roberts v. Meyers, 13 Mo. Law Rep., 398.-—-5SPRAGUE, J.; Mass., 1860.
CONTRA, Keene v. Wheatley, 1 Amer. Law Reg., 44.—CADWALLADER, J.;
Pa., 1560,

10. The record from the clerk's office, made in the form prescribed
by section 4, or of the depositing of a title-page, i8 prima facie evidenco
that a printed tit}d was deposited. Roberis v. Meyers, 13 Mo, Law Rep.,
398.—SPRAGUE, J.; Mass,, 1860.

11. Where the title-page of a book was deposited in 1846, and {he
notice of the entry, ingerted in the book, stated it to have been deposit-
ed in 1847, Held, that the error created a fatal defect in the plaintiff’s

* litle. Baker v. Taylor, 2 Blatchf, 84.—BETT8, J.; N. Y., 1848,

12. Even if the error arose from mistake, it will make no difference
as to the result. Joid, 84. |

13. Under section 4 a person i8 not entitled to any benefit, under the
a(;;l,d unless he deposits the title-page before the publication of his work.
Ibid., 85.

14. Where copies of a hook were sold prior to the date of the deposit
of a copy of the title-page, and a printed copy of the book was deposited
in the clerk’s office, at the same time the title-page was deposited, Held,
that these facts warranted an inference of an actual publication of the
hook prior to the date of such deposit. Jbid., 85.

See also DIGEST PAT. CAsEg, title COPYRIGHT, D.; and notes to sec-
tion 3 of the act of 1790, and to section 1 of the act of 1802,

SEcION 6. And be it further enacted, That if any
other person or persons, from and after the recording
the title of' any book or books, according to this aect,
shall, within the term or terms herein Iimited, print (a),

publish, or import, or cause to be printed, published, or
)%
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imported, any copy of such book or books (b), without the
consent of the person legally entitled to the copyright
thereof, first had and obtained in writing, signed in
presence of two or more credible witnesses, or shall,
knowing the same to be so printed or imported, publish,
scll, or expose to sale, or cause to be published, sold, or
exposed to saie, any copy of such book without such
consent in writing ; then such offender shall forfeit every
copy of such book to the person legally, at the time,
entitled to the copyright thereof; and shall also forfeit
and pay fifty cents for every such sheet which may be
found in his possession, either printed, or printing, pub-
lished, imported, or exposed to sale, contrarr to the
iatent of this act, the one moiety thereof to sucih legal
owner of the copyright as aforesaid, snd the other to the
use of the United States, to be recovered by action of

debt in apy court having competent jurisdiction there- .
of. (¢) '

(e} 1. The intent with which a work is reprinted canoot be taken
into congideration; it is the act of reprinting that is prohibited by the
statute. Nichols v. Rugyles, 3 Day, 168.—Coriax; Ct., 1808, Story's
Ex'rs v. Holeonibe, 4 McLean, 309, 310.—McLEAN, J.; Ohio, 1841. .

2, Tt is of no consequence in what form the works of another are
used, whether it be a simple reprint or by incorporating it in some
other work. If his copyright is violated, he can maintain an action
therefor. Gray v. Russell, 1 Story, 19.—StoRry, J.; Mass, 1839.

3. To entitle a party to an action for the infringement of a copyright,
it is not necessary that the whole or a greater part of his work should
be taken. If 8o much is taken as to impair the value of the original,
or so that the labors of the original author are substastially appropri-
ated, that is suflicient in point of law to constitute a piracy. JFolsom v.
Marsh, 2 Story, 115.—STORY, J.; Mass,, 1841.

4. The entirety of the copyright is tho property of the author; and
it is no defence that another has appropriated only a part of such prop-
orty and not the whole. IId., 1186.

5. Nor does it necessarily dopend upon the quantily taken, whether
it is an infringemont of a copyright or not. J1bid., 116. Slory's FEx'rs
v. Holromle 4 McLean, 309, 310.—McLEAN, J.; Ohio, 18417.
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6. Intention cannot be taken into account in reference to an infringe-
ment. If a copyright has been invaded, whether the party knew the
work was copyrighted or not, he i liable to the penalty for violation.
Millett v. Srowden, 1 West, L. Jour., 240.—BETTS, J.; N. Y,, 1843,

(b) 1. A book may in one part of it infringe the copyright of another
work, and in other parts be no infringement; in such a case, the
remedy will not be extended beyond the injury. Slory's Ezrs. v. Hol-
combe, 4 McLean, 316—McLEax, J., Ohio, 18417, |

2. A book, within the meaning of the statute, does not include a
translation of a work, Stowe v. Thomas, 2 Amer. Law Reg, 230.—
GRIER, J.; Pa,, 18b3.

.3. A translation may be called o transcript or copy of the suthnr's
thought or conception, but in no correct sense can it be calied a copy
of his book. Jbid., 231.

See also D1aesT PAT, CASES, title INFRINGEMENT, A.

(c) 1. An action on the case is the proper form of action o recover
damages for a violation of a copyright; frespass will not lie. Atwill v.
Ferretl, 2 Blatchf,, 48.—BETTS, J.; N.Y., 1846,

2. The penalty of fifty centa per sheet imposed by this section is
incurred for every sheet found to have beon in the defendants’ posses-
gion, or which they had =old, or held for sale. Dwight v. Appletons, 1
N. Y. Leg. Obs., -198.—~TioMps0N, J.; N. ¥,, 1843.

3. The penalty declaied by this gection can be adjudged only for the
sheets found in 1the posses<ion of the defendant. Backus v. Gould, T
How.,, 811.—McLEaN, J.; Sup. Ct,, 1848.

4. The penalty imposed by this section is not incurred by i rinting
and publishing so much of a book as to amount to an infringen:ent of
the copyright. KHogers v. Jewett, 12 Mo. Law Rep., 340.—CURTI8, J.;
Mass., 1858, |

6. The words “a copy of a book,” found in gection G of the act of
1831, import a transcript or copy of the entire book. JZieud., 341.

6. Congress did not intend to inflict these penalties upon tho unlaw-
ful printing or publication of less than an entire work. [fbid,, 341,

SecTION 7. And be it further enacted, That if any per-
son or persons, after the recording of the title of any
print, cut, or engraving, map, chart («), or musical com-
position, according to the provisions of this act, shall,
within the term or terms limited by this act, engrave,
etch, or work, sell, or copy, or caused to be engraved,
etched, worked, or sold, or copied, either on the whole,
or by varying, adding to, or diminishing the main design,
with intent to evade the law; or shall print or import
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for sale, or cause to be printed or imported for sale, any
such map, chart, musical composition, print, cut, or en-
oraving, or any parts thereof, without the consent of the
proprietor or proprietors of the copyright thereof, first
obtained in writing, signed in the presence of two cred-
ible witnesses ; or knowing the same to be printed or
imported without such consent, shall publish, sell, or
expose to sale, or in any manner dispose of any such
map, chart, musical composition, engraving, cut, or print
without such consent, as aforesaid; then such offender
or offenders shall forfeit the plate or plates on which such
:map, chart, musical composition, engraving, cut, or print,
shall be copied, and also all and every sheet thereof so
copied or printed as aforesaid, to the proprietor or pro-
prietors of the copyright theicof; and shall further for-
feit one dollar for every sheet of such map, chart, musical
composmon print, cut, or engraving, which may be found
in his or their possession, printed or published, or ex-
posed to sale, contrary to the true intent and meaning
of this act; the one moiety thereof to the proprictor or
proprietors, and the other moiety to the use of the United
States, to be recovered in any court having competent
jurisdiction thereof, (b)

(@) 1. Though o party cannot have a copyright in the original ele-
ments or materials of his chart, he hag a right to the result of his
labors and surveys in making it. Another party may resort to the
original materials of tho chart, and survey for himself, but he cannot
avail himself] either in whole or in part, of the surveys of the former.
Blunt v. Patten, 2 Paine, 395, 396.—THoMPSON, J.; N. Y., 1828,

2. The natural objects from which charts are madge, being, however,
open to all, & copyright cannot subsist in a chart, as 2 geucral subject,
but it may in an individual work. and others may be restrained {rom
copying such work. Jb.d,, 400, 101,

3. Buta right in such o c,ub.]cct is violated only when another copies
trom the chart of him who has sccured tho copyright, and thereby
availed himself of his labor and skill. Jbid., 402.
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4. In oll such eases, it is a proper question for a jury, whether the
one is a copy of the other or not; if there was some small variance, it
would be a proper subject of inguiry whether the alteration was not
merely colorable. J[fbid., 402,

5. But a subsequent compiler has a right to avail himself of all prior
publications which are not copyrighted, and if his chart is compiled
from Buch publications, it i8 no infringement, although it may agree
with another's chart. Jbid., 403,

6. One person may publish a map of the same State or couutry for
which another has a copyright, by using the like means or materials,
and the like skill, labor, and expense, in its preparation. -But he has
no right to publish a map, taken substantially and designedly from the
map of such other person, without any such exercise of' gkill, labor, or
expense. Lmerson v. Duvies, 3 Story, 181.—Srony, J.; Mass., 18435,

See also DIGEST Par. Casks, title CHARTS.

(b) 1. The penalty for an infringement is, under this section, fixed
by law. If the jury find there has been an infringement, they must
ascertain the number of shoets proved to have been sold, or offered for
gale (uot the number printed), and return a verdict for one doilar for
each sheet 50 so0ld, or offered to be swd. AMillett v. Snowden, 1 West.
Law Jour., 240.—BETT3, J.; N. Y., 1843.

2. A defendant is not liable to the penalty imposed by this section,
unless he was guilty of the infraction of.the copyright within two
voars before action was brought., Reed v. Curusi, 8 Law Rep., 412.—
TANEY, Ch. J.; Md,, 1845, .

" 3. The engraving or preparation of plates, where the work is printed
(rom plates, may have been more than two years, but every printing
for sale would be a new infraction of the right, and, if' such printing
was within two years before suit brought, the defendant is linble.
Ibid., 412,

4, The penalty is at the rate of one dollar for each sheot thie defend-
ant may have caused to bo printed for sale, within two years before
suit brought. Ibid., 412,

Sae also DIGEST PAT. CaSES, title PENALTIES, A.

SECTION 8. And be it further enacted, That nothing
in ‘this aet shall be construed to extend to prohibit the
importation, or vending, printing, or publishing of any
map, chart, book, musical composition, print, or engra-
ving, written, composed, or made by any person not
being a citizen of the United States, nor resident within
the jurisdiction thercof. =

SECTION 3. dnd be it further enacted, That any per-
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son or persons who shall print or publish any manuscript
whatever without the consent of the author or legal
proprietor first obtained as aforesaid, (if such author or
proprietor be a citizen of the United States, or vesident
therein), shail be liable to suffer and pay to the author or
proprietor all damages occasioned by such injury, to be
recovered by .a special action on the case founded upon
this act, in any court having cognizance thercof; and the
several courts of the United States empowered to grant
injunctions to prevent the violation of the rights of
authors and inventors, are hereby empowered to grant
injunctions, in like manner, according to the principles
of equity, to restrain such publication of any manuseript
as aforesaid.

1. An author, at common law, has a property in his manuseript, and
may obtain redress ugainst any ono who deprives him of it, or by im-
properly obtaining a copy endeavors to realize a profit by its publica.
tion, Wheaton v. Pelers, 8 Pet., 667.~~MOLEAN, J.; Sup. Ct., 1834.

2. Notwithstanding the copyright by statute, there remains in an
author a common law title to his works before publication. Junes v
Thorne, 1 N. Y, Leg, Obs,, 409.—McCouy, V., Ch.; N. Y., 1843,

3. At common law, independently of the statute, the author of a
manuscript might obtain redress against one who had surreptitiously
gained possession of it. Bartlelle v. Crilienden, 4 McLean, 301.—
McLEAN, J.; Ohio, 1847,

4. On general equitable principles, relief may also be given, under
like circumstances, by a court of chancery. Jb&id., 301,

5, 'The use, by an author, of his manuscript for the purpose of in-
gtruction, is not an abandonment of it to the public. Nor is it an
abaudenment, to allow his pupils to take copies. J&id., 303,

6. Those also who have becn permitted to take copies, have no right
to 4 use which was not in contemplation when the consent to take
copies was given. Jfiid,, 303,

7. An author has a common law right in his manuscript untit he
relinquishes it by contract or some equivocal act, Bariletle v. (riflen-
den, b Mcloan, 3G, 38.—MOLEAN, J.; Ohio, 1849,

8. Such right is also protected by section 9 of the copyright act of
1831. J¥d., 38.

9. A surreptitious publication of an important part of a manuscript
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{3 equally within the statute as if the manugeript was complete; and
the whole of a manuscript need not be printed. [Jbid., 39, 40.

10. This section protects manuscripts only. Stephens v. Gladding,
17 How., 455.—CuRTis, J.; Sup. Ct., 1854.

11. At common law an author has a right to his unpublished manu-
geripts the same as to any other property he may possess; aud this
act of the 3d of KFebruary, 1831, gives him a remedy by injunction to
protect this right. Little v. Hall, 18 How.,, 170.—McLEAN, J.; Sup.
Ct., 1855. _

12, The common law right of an author in his manuscript has not
been taken away or abridged by the statutes which have been passed
for the protection of copyright. Its oxistence is prior to these statutes,
and independent of their provisions. Woolsey v. Judd, 4 Duer, 385.—
DuER, J.; N.Y., 1855.

13. The act of 1831, section 9, giving redress for the unauthorized
printing or pulltshing of manuscripts, operates in favor of a resident of
the United States who has acquired the proprietorship of an unp:tnted
literary composition from a non-resident alien author. Keene v. Wiheat-
ey, 9 Amer. Law Reg., 45.—CADWALLADER, J.; Pa., 1860,

14. But this section—and which is the only one—enabling a pro-
prietor, who derives his titlo from such an author, to assert any right
under the act—gives no redress for an unauthorized theatrical repre-
gentation. Jbid, 45.

Sce also DIGeSr Pat. CAsES, titles LETTERS ; MANUSCRIPTS.

SECTION 10. And be it further enacted, That, if any
person or persons shall be sued or proseccuted, for any
matter, act, or thing done under or by virtue of this act,
he or they may plead the general issue, and give the
special matter in evidence.

SECTION 11, And be it further enacted, That, if any
person or persons, from and- after the passing of this act,
ghall print or publish any book, map, chart, musical com-
position, print, cut, or engraving, not having legally
acquired the copyright thereof, and shall insert or impress
that the saine hath been entered according to act of Con-
gress, or words purporting the same, every person so
offending shall forfeit and pay one hundred dollars: one
moiety thereof to the person who shall sue for the same,
and the other to the use of the United States, to be re-
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covered by action of debt, in any court of record having
coguizance thereof.

1. The penalty impoged by this section, and given * to the person
wlo shall sue for tho same,” cannot be recovered in ihe name of more

than one person. JFerrett v. Atwill, 1 Blatehf,, 154, 1566.—BETTS, J.;
N. Y 18406,

9. A declaration for such penalty in tho name of {wo persons is bad,
on general demnurrer.  1bid., 154,

3. There is 2 manifest difference between, giving a penalty to & com-
mon informer, and imposing one for the benelit of the person aggrieved:
in the latter ¢ase, the term person may he regarded as comprechending
every one affected by the iujury. [dbid, 156,

Seo also DIGEST PAT. CASES, title PENALTIES, A.

SectioN 12, And be it further enacted, That, in all
recoveries under this act, either for damages, forfeitures,
or penalties, full costs shall be allowed thereon, any thing
in any former act to the contrary notwithstanding.

SECTION 13. And be it further enacted, That no action
or prosecution shall be maintained, in any case of for-
feiture or penalty under this act, unless the same sghall
have been commenced within two years after the cause
of action shall have arisen,

SucTION 14, And be it further enacted, That the “act .
for the encouragement of learning, by securing the copies
of maps, charts, ..-mcl books, to the authors and proprietors
of such coples during the times therein mentioned,”
passed May thirty-first, one thousand seven hundred and
ninety, and the act supplementary thereto, passed April
twenty-ninth, one thousand eight hundred and two, shall
be, and the same arve hereby, repealed: saving, always,
such rights as may have been obtained in conformity to
their provisions.

SECTION 15, And be it further enacted, That all and
several the provisions of this act, intended for the protec-
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tion and security of copyrights, and providing remedies,
penalties, and forfeitures, 1n cazes of violation thereof,
shall be held and construed to extend to the benefit of
the legal proprietor or proprietors of each and every
copyright heretofore obtained, according to law, during
the term thereof, In the same manner as if such copyright
had been entered and secured according to the directions
of this act.

SECTION 16, And be ¢t further enacted, That when-
ever a copyright has been heretofore obtained by an
author or authors, inventor, designer, or engraver, of
any book, map, chart, print, cut, or engraving, or by a
proprietor of -the same: if such author or authors, or
either of them, such inventior, designer, or engraver, be
living at the passage of thig act, then such author or
authors, or the survivor of them, such inventor, engraver,
or designer, shall continue to have the same exclusive
richt to his book, chart, map, print, cut, or engraving,
with the benefit of each and all the provisions of this act,
for the security thereof, for such additional period of
tine as will, together with the time which shall have
elapsed from the first entry of such copyright, make up
the term of twenty-eight years, with the same right to
his widow, child, or children, to renew the copyright, at
tlie expiration thereof, as is above provided in relation to
copyrights originally secured under this act. And if
such author or authors, inventor, designer, or engraver,
shall not be living at the passage of this act, then his or
thelr heirs, execufors and administrators, shall be entitled
to the like exclusive enjoyment of said copyright, with
the benefit of cach and all the provisions of this act for
the security thereof, for the period of twenty-eight years
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from the first entry of said copyright, with the like privi-
lege of renewal to the widow, child, or children, of
author or authors, designer, inventor, or engraver, as is
provided in relation to copyrights originally secured
under this act: Provided, That this act shall not extend

to any copyright heretofore secured, the term of which
has already expired.

Approved February 3d, 1831.

ACT OF 1834, CHAPTER 157.

4 STATUTES AT LARGE, 728.

[This Act still in Foree.]

An Act supplementary to the act to amend the several
acts respecting copyrights,

SECTION 1. Be it enacted by the Senate and House of
LRepresentatives of the United States of America in Con-
gress assembled, That all deeds or instruments in writing
for the transfer or-assignment of copyrights, being proved
or acknowledged in such manner as deeds for the convey-
ance of land are required by law to be proved or ac-
knowledged in the same State or district, shall and may
be recorded in the office where the original copyright is
deposited and recorded; and every such deed or instru-
ment that shall in any time hereafter be made and exe-
cuted, and which shall not be proved or acknowledged
and rccorded as aforesaid, within sixty days after its exe-
cution, shall be judged fraudulent and void against any

subsequent purchaser or mortgagee for valuable consider-
ation without notice.
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1. An assignment of an interest in a copyright must be in writing,
to be valid and operative; but an agreement to assign may be by parol.
Gould v. Bank+, 8 Wend., 665.—NELSON, J. ; N. Y., 1832,

2. Anassignment of a ‘‘ copyright’ in general terms is to be referred
to what was then in existence, and not to any futare coutinzency.
It should not be by construction extended beyond the first term, unless
it seems to be 80 actually meant by the author, and to include a fature
contingency. [FPrerpont v. Fowle, 2 Wood. & Min., 43-45.-~—~WOODBURY,
J.; Masgs,, 1846, '

3. Otherwise, if the contract of sale or assignment uses language
looking beyond the existing copyright, such as referring to all the tn-
terest in the matter, or to the manuseript or book itself, or using some
?l:gr expression more comprehensive than the word *copyright.”

bid., 45.

4. This statute prescribes only the instrument by which they may
be.assigned, and the mode of recording, but does not define what in-
terest may be assigned. Roberts v. Myers, 13 Mo. Law Rep., 401.—
SPRAGUE, J.; Mass,, 1860.

6. There is no sufficient reason for preventing an author conveying
& distinet portion of his right. Jbid.,, 401,

6. Whore an assignment was of the exclusive right of acting and
representing a certain drama, within the United States except as to
certain. cities, for the term of one year, Held, that it was valid under the
statute. Jbid,, 400, 401,

7. ConTRA.—The statutes of the United States for the protection
of authors do not, like those for the benefit of inventors, sanction
transfers of limited local proprietorships of exclusive privileges.
Keene v. Whealley, 9 Amer, Law Reg., 46.—CADWALLADER, J.; Pa,,
1860.

. 8. A writing which ig in form a transfer by.an author of his exclu-
sive right for a designated portion of the United States operates af luw
only as a mere license, and is ineffectual as an assignment, Jbil, 46, .

9, But in equity, a limited local or other partial assignment, if made
for a valuable consideration, is carried into effect, whether it would be
effectual in law or not. Jbid., 417.

10. An assignment of a copyright, although not recorded, is still
valid as between the parties, and as to all persons not ¢laiming under
the assignors. Webb v. Powers, 2 Wood. & Min,, 510.——WO0ODBURY, J.;
Mass,, 1847.

11. A formal transfer of a copyright by this act is required to be
proved and recorded as deceds for the conveyance of land, and such
record operates as notice, Little v. Hall, 18 How., 171.—MCLEAN, J.;
Sup. Ct., 1855.

SectioN 2. And be it further enacted, That the clerk
of the district court shall be entitled to such fees, for per-
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forming the services herein authorized and required, as
ke 1s entitlea to tor performing like services under exist-
Ing laws of the United States.

Approvea June 30th, 1834.

L]

ACT OF 1846, CHAPTER 178.

9 STATUTES AT LARGE, 106,

[Obsolete : Repealed by Act of 1859, § 6.]

Extract from an Act to establish the “Smithsonian Insti-
tution, for the Increase and Diflusion of Knowledge
among Men.”

ScTION 10. And be it furiher enacted, That the author
or proprietor of any book, map, chart, musical composi-
tion, print, cut, or engraving, for which a copyright shall
be sccured under the existing acts of Congress, or those
which shall hereafter be enacted respecting copyrights,
<hall, within three months from the publication of said
book, map, chart, musical composition, print, cut, or en-
graving, deliver, or cause to be delivered, one copy of
the same to the librarian of the Smithsonian Institution,
and one copy to the librarian of Congress Library, {for
the use of the saul libraries.

Approved August 10, 1846,

1. This act did not make the d-livery of copies of a work to the
librarian of the Smith~onian Institution, and to the librarian of ths
Congress Litrary, a pre-requisite to a title to a copyright for the work,
Jollie v. Jaypuss, 1 Blalehf,, 620-622,—NELSOYN, J.; N. Y., 1850,

2. The duty was enjoined only upon those who have already ac.
quired the right, and no forfeiture was declared in case of a non-com-
pliance. Jbid, 621
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ACT OF 1806, cHAP. 169. IN FORCE.
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ACT OF 1856, CHAPTER 169.

11 STATUTES AT LARGE, 138.

[Thes Act still in Force.]

In Act supplemental to an act entitled “An act to
amend the several acts respecting copyright,” ap-
proved February third, eighteen hundred and thirty-
one.

Be it enacted by the Senate and House of Representa-
tvoes of the United States of America in Congress as-
sembled: Any copyright hereafter granted wunder the
laws of the United States to the author or proprietor of
any dramatic composition, designed or suited for public
representation, shall be deemed and taken to confer upon
the said author or proprietor, his heirs or assigns, along
with the sole right to print and publish the said composi-
tion, the sole right also to act, perform or represent the
same, or cause it to be acted, performed or represented,
cn any stage or public place, during the whole period for
which the copyright is obtained ; and any manager, actor,
or other person acting, performing or representing the
said composition, without or against the consent of the
said author or proprietor, his heirs or assigns, shall be
liable for damages, to be sued for and recovered by action
on the case or other equivalent remedy, with costs of suit
~1m any court of the United States, such damages in all
cases to be rated and assessed at such sum not less than
one hundred dollars for the first, and fifty doilars for
every subsequent performance, as to the court having
cognizince thereot shall appear to be just:
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IN FORCE. ACT OF 1866, cHAP., 169.
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Lrovided nevertheless, That nothing herein enacted
shall impair any right to act, perform or represent a dra-
matic composition as aforesaid, which right may bave
been acquired, or shall in future be acquired by any mana-
ger, actor or other person previous to the securing of the
copyright for the said composition, or to restrict in any
way the right of such author to process in equity in any
court of the United States for the better and further en-
forcement of hig rights.

Approved August 18th, 1856.

1. The act of 1856 was passed to give to the authors of dramatic
compositions the exclusive right of acting and representing, which they
did not enjoy under the previous statutes, Hoberts v. Meyers 13 Mo.
Law Rep., 397.—~SPRAGUE, J.; Mass., 1860.

2. 1t assumes the doctrine that representation i8 not publication.
Tho prior acty secured to authors the exclusive right of printing and
publication; and it was only because publication did not embrace act-
ing or representation that this act was passed, superadding that exclu-
sive right to those previously enjoyed. Jbid., 397.

3. The previous acting or representing a play will not deprive the
author of the right to afterward take out a copyright. Jbid., 397.

4. An assignee of the exclusive right of acting and representing a
drama in certain places, may maintain an action in his own name, even
after a representation by him, for an injunction to prevent its being
ropresented by another within such places. Jbid., 400, 401.

5. And such action may be maintained although the author or as-
signee has only filled his title-page, and has'not published the work or
play. Jbid., 401. (CoNTRA, posé, 8.)

6. A legislative enactment securing gonerally to literary propristors
a copyright for a limited period, but eontaining no special provision as
tc theatrical representation, does not, in the case of a dramatic literary
composition, include the sole right of representing it. Keene v. Wheat-
ley, 9 Amer. Law Repg., 44—CADWALLADER, J.; Pa., 1860.

7. The only act which affords redress for unauthorized theatrical
representations is the act of 18th August, 1856; but this only applies
to cases in which copyright is effectually secured under the act of 1831,
1bid., 45.

8. But under this act, an asgsignee of a dramatic composition canno
maintain an action for its unauthorized representation by others, unless
he has performed ol the acts required by law to secure a copyright,
including the deposit of a printed coyy. Lbid., 45, 46.
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ACT OF 1869, omar, 22, §§6, 8. IN FOROE.

ACT OF 1859, CHAPTER 22.

11 StaruTEs AT LARGE, 380,

[This Act still in Force,]

Juxtract from an Act entitled, “.An act for keeping and
distributing all public documents.”

SectioN 6. [Repealing act of 1846, § 10.] .And be it
Jurther enacted, That the tenth section of an act entitled,
““ An act to establish the Smithsonian Institution for the
increase and diffusion of knowledge among men,” ap-
proved August 10th, 1846, is hereby repealed.

SECTION 8. And be it further enacted, That all books,
maps, charts, and other publications of every nature
whatever, heretofore deposited in the Department of
State, according to the laws regulating copyrights, to-
gether with all the records of the Department of State, °
In regard to the same, shall be removed to, and be under
the control of the Departmeny of the Interior, which is
hereby charged with all the duties connected with the
same, and with all matters pertaining to copyright, in
the same manner and to the same extent that the Depart-
ment of State is now charged with the same; and here-
after all such publications of every nature whatever shall,
under present laws and regulations, be left with and kept
by him,

Approved February 5th, 1859.
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IN FORCE, ACT OF 18061, cuar. 317.
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ACT OF 1861, CHAPTER 37.

12 StATuTES AT LARGE, 130.
[This Act still in Force.]

An Act to extend the right of appeal from the decisious
of circuit courts to the Supreme Court of the United
States.

Be it enacted by the Senate and House of Represent-
atives of the United States of America in Congress
assembled, That from all judgments and decrees of any
circuit court rendered in any action, suit, controversy,
or case, at law or in equity, arising under any law of the
United States granting or confirming authors the ex-
clusive right to their respective writings, or to Inventors
the exclusive right to their inventions or discoveries, a
writ of error or appeul, as the case may require, shall lie,
at the instance of either party, to the Supreme Court of
the United States, in the same manner and under the
same circumstances as is now provided by law in other
judgments and decrevs of such circuit courts, without
regard to the sum or value in controversy in the action.

Approved February 18th, 1861.

ACT OF 18uv3, CHAPTER 126.

13 STATUTES AT LARGE, 540,
[ Zhis Aet stell in Force.]

An Act supplemental to an act entitled “ An act to nmend
the several acts respecting copyright,” approved Ecb-
ruary 3d, 1831, and to the acts in addition thereto and
amendmen: thereof,
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ACT OF 1865, omaP. 126, §§ 1-4. IN FORCE.

SecrioN 1. De it enacted by the Senate and House of
Representatives of the United States of America in Cons
gress assembled, That the provisions of said acts shall ex-
tend to and include photographs and negatives thereof
which shall hereafter be made, and shall inure to the
benefit of the authors of the same, in the same manner
and to the same extent, and upon the same conditions, as
to the authors of prints and engravings. f

SECTION 2. And be it further enacted, That a printed
copy of every book, pamphlet, map, chart, musical com-
position, print, engraving, or photograph, for which a
copyright shall be secured under said acts, shall be trans-
mitted free of postage or other expense, by the author or
proprietor thercof, within one month of the date of publi-
cation, to the Library of Congress, at Washington, for the
use of said hbrary.. and the Librarian of Congress is here-
by reqmred to give a receipt in writing for the samé,

SEcrioN 3. And be it further enacted, That if any
proprietor ‘'of a book, pamphlet, map, chért, musical
composition, print, engraving, or photograph, for which
a copyright shall be secured as aforesaid, shall neglect
to'deliver the same, pursuant to the requirements of this
act, it shall be the duty of the Librarian of Congress to
make demand thereof in writing at any time within
twelve months after the publication thereof; and in
default of a delivery thereof within one month after the
demand shall have been made, the right of exclusive
publication secured to such proprietor under the acts of
Congress respecting copyright shall be forfeited.

SEctioN 4, And be it further enacted, That in the
construction of this act the word “bonk” shall be con-

strued to mean every volume and part of a volume,
3
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IN FORCE, ACT OF 1867, cuar. 43.

together with all maps, prints, or other engravings
belonging thereto; and shall include a copy of any
second or subsequent cdition® which shall be published
with any additions, whether the first edition of such
book shall have been published before or after the pass-
ing of this act: Provided, however, That it shall not be
requisite to deliver to the said library any copy of the
second or any subsequent edition of any book, unless
the same shall contain additions as aforesaid, nor of any
book twhich is not the subject of copyright.
Approved March 3d, 1865.

ACT OF 1867, CHAPTER 43. )
14 STATUTES AT LARGE, 395.
[This Act still in Foree.]

An Act amendatory of the scveral acts respectmg copy-
rights.

SecTION 1. [Amending Act of 1865, § 8.] Be it enacted
by the Senate and House of Representatives of the United
States of America in Congress assembled, That every pro-
prietor of a book, p'tmphlet, map, chart, musical composi-
tion, print, engruving, or photograph, for which a copy-
richt shall have been secured, who shall fail to deliver to
the Library of Congress at Washington a printed copy of
every such book, pamphlet, map, chart, musical composi-
tion, print, engraving, or photograph, within one month
%fter publication thereof] shall, for every such default, be
subject to a penalty of twenty-five dollars, to be collected,
by the Librarian of Congress, in the name of the United
States, In any District or Circuit Court of the United
States, withip the jurisdiction of which the delinquent
may reside or be found.
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ACT OF 1867, caAr. 43. IN FORCE.

SectIoN 2.:And be it further enacted, That every such
proprietor may transmit any book, pamphlet, map, chart,
musical composition, print, engraving, or photograph, for
which he may have secured a copyright, to the Librarian
of Congress, by mail free of postuge, provided the words
¢ copyright matter” be plainly written or printed on the
outside of the package containing the same; and it shall
be the duty of the several postmasters and deputy post-
masters to give a receipt for the same, if requested, and
when such package shall be delivered to them, or any of
them, to see that the same is safely forwarded to its desti-
nation by mail, without cost or charge to said proprietor.

Approved, February 18, 1867,



FORMS

UNDER THE COPYRIGHT ACTS.

1. AGREEMENT TO 8ELL MANUSCRIPT AND COPYRIGHT OF BOOK.

2. AGREEMENT TO ENLARGE A SECOND EDITION OF A BOOK.

3. ASSIGNMENT OF COPYRIGHT FOR ORIGINAL TERM.

4. ASSIGNMENT OF COPYRIGHT FOR ORIGINAL AND RENEWED TERMS.

5. LICENSE TO PLINT JNE EDITION OF A BOOK.

6. ASSIGNMENT OF RIGHT TO PERFORM DRAMATIO COMPOSITION FOR
SPECIFIED TIME AND PLACES.

1. AGREEMENT TO SELL THE MaANuscripT AND (CoPTy-
RIGHT OF A BOOK.

Agreement, made and entered into this first day of January,
1860, by and between James Smith, of Poughxeepsie, State of
New York, of the one part, and Charles Scribner, of New York
City. State aforessid, of the other part:

Whereas, the said Jumes Smith has composed or compiled a
work called the * Flowers of Poesy,”

Now this agreement witnesseth that the said party of the first
part, for and in consideration of the sum of five hundred dollars,
to be paid as hereinafter mentioned, and other good and valu-
able consjderations herein named, has agreed to sell, and does
hereby sell, to the said party of the second part, his heirs, ex-
ecittors, administrators, and assigns, the manuscript copy of the
said book, including a full and complete Index thereto. And
the said party of the first part also agrees to examine and cor-
rect the proof-sheets of said work as they shall be furnished by
said party of the second part.

The said party of the second part, for himself his heirs, execc-
utors, administrators, and assigns, agrees to pay to the said
party of the first part, his execators, administrators, or assigns,
tho said sum of five hundred dollars in manner following: One
hundred doliars on the execution of this contract: two hundred
dollars when the Index shall be ready for the printer; and the
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AGREEMEINT TO ENLARGE A SBECOND EDITION OF A BOOK,

e L ol

balance when the proof-sheets shall all have been examined and
corrected and furnished to the printer. Said party of the scc-
ond part also agrees to furnish the whole of said proof-sheets to
suid party of the first part within three months after the deliv-
ery of the manuscript; and further agrees to furnish and deliver
to said party of the first part, free of cost, fifteen bound copies
of said work within three months after he, said party of the first
part, shall have completed his labors on said work.

The said party of the second part, his heirs and assigns, are
to have the exclusive right to take out and own the copyriglt
ot such work, and any renewals of such copyright authorized
Iy law.

It is farther agreed, that in case said book shall not make
three hundred pages of the size and style of the pages of a work
kuown as * Pearls of Poetry,” then and in such case said party
of the first part is to receive, and the said party of the second
puart is to pay, a suin bearing such praoportion to the sumn of five
hundred dollars as the number of pages furnished bears to three
hundred ; but in case the said work shall contain more than
three hundred pages, the sum to be paid therefor shall not be
increased,

In witness whereaof, the said parties have hereunto set their

hands and seals, the day and year first above written.

Sealed and delivered JAMES SMITH. [L. 8.]
in presence of CHARLES SCORIBNER. [L. s.]
JONIIN SMITH, certsuiraenns _.
JAMES Brown. : Bocext
: INT. RRYV, .

BTAMP

2. AGREEMENT TO ENLARGE A SrconNp EpiTION OF A
BOOK, AND CORRECT PROOF OF THE SAME.

This agreement, made the eighth day of January, 1866, by
and between James Smith, of Poughkeepsie, New York, of the
first part, and Charles Scribner, of New York City, of the sec-
ond part, witnesseth : |

Thut the said James Smith, for and in consideration of three
hundred dollars, and other consideration herein named, agrees
to examine, correct, and enlarge the work known as “IFlowers
of Poesy,” to furnish additional manuscript matter for the sec-
ond edition of the work. and to enlarge the Index and make it
full and compolete.
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i

ASSIGNMENT OF COPYRIGHT FOR ORIGINAL TERM,

It is understood and agreed that the new edition of the work
shall be of the same sized page as the present work, and contain
an equal amount of matter on each page, and that the additional
matter furnished shall enlargo the work not less than one hun-
dred pages, and shall be furnished to the said Charles Scribner
at not less than twenty pages per day (one hundred and twenty
pages per week), comniencing on the twentieth instant.

And the said James Smith is to examine and to correct the
proof-sheets as fast as they shall be furnished, and to complete
the Index as soon as may be, after the whole signatures of the
text shall be ready for him for that purpose.

And the said Charles Seribner, on his part, agrees to print
the said work as the matter shall be furnished, to furnish the
said James Smith a copy of the work, by signatures, as oach
signature shall be worked off, for the purpose of arranging the
Index; to furnish the said James Smith fifty bound copies of the
work, as soon as they can be conveniently finished, and to pay
the said James Smith the sum of three hundrod dollars on the
day the last proof-sheet is corrected for the press.

The said Charles Scribner is to take out and secure a copy-
right of said work; and the said James Smith, on the comple-
tion of tho work, is to execute and deliver to the said Charles
Scribner, his heirs and assigns, forever, an assighment of all his
right and title and interest in and to the suid work.

In witness whereof, the said parties have hereunto set their

hands and secals, the day and year above written.

JAMES SMITH. [L. 8.]

In presence of CHARLES SORIBNER. [L.s.]
JOHN SMITH, ceeseenaarons :
Jaxrs Brown. " : boExr @

> INT, REV, °

BTAAMD, .

3. AsSIGNMENT 0F COPYRIGHT FOR ORIGINAL TERM.

Indenture, made this first day of January, 1860, between
James Smith, of Poughkeepsie, State of New York, of the one
part, and Charles Scribner, of the City of New 'York, State
aforesaid, of the other part.

Whereas, the said James Smith hag written and compiled a
hook, entitled * Flowers of Poesy,” for which he took out copy-
right in the Southern District of New York, on the first day of
Aungust, A. ». 1859

3%
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ASSIGNMENT OF COPYRIGHT FOR ORIGINAL TERM.
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Now this indenture witnesseth, that the said James Smith,
for and in consideration of the sum of one thousand dollars, to
him in hand paid by the said Charles Scribner, -the reccipt
whereof is hereby acknowledged. lias bargained, sold, and as-
sicned, and by these presents does bargain, sell,-and assign,
unto the said Tharles Seribner, all the said book, and all his
copyright, title, intcrest, property, claim, and demand of| in,
and to the saine, to have and to lold the said book, copyright,
and all the profit, benefit, and advantage that shall or may arise,
by and {rom printing, reprinting, publishing, and vending the
game: Provided, nevertheless, and these presents are upon this
express condition, that the number of copies to be printed on
the first, and each and every other edition or impression of the
said book, shall not exceed one thousand; and that the said
Charles Scribner shall and will pay unto the said James Smith
the further sum and sums of one hundred dollars for, at, and
upon the reprinting or making a second, and each and every
other future and further edition or immpression that shall or may
be mmade of the said book, for and towards a further reward and
gatisfaction to the said James Smith, for his writing and com-
piling the same. The said payments shall be made before the
publication of the said several impressions or editions (after the
first) and sale of the same, or any part thereof, by the said
Charles Scribner, or by any other person or persons, by, for, or
under him. And the said Charles Scribner doth covenant,
promise, and agree, to and with the said James Smith, that he,
the sald Charles Seribner, shall and will pay, or cause to be
paid, to the said James Smith, the said respective sum and suns
of one hundred dollars, at and upon the reprinting, and before
the publication and sale of the said second and every other
future and further edition and impression that shall and may be
made of the said book, according to the proviso aforesaid, and
the true intent and meaning of these presents. And to the ful-
filment of the covenants herein contained, the parties bind their
respective executors, administrators, and assigns, as well as
themselves,

In witness whereof, the said parties have hereunto set their

hands and seals, the day and year first above written,

Sealed and delivered } JAMES SMITH. [r. 8.]
in presence of CHARLES SCRIBNER. [r.s.]
JouN SMITIH,
JAMES Brown.
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ASSIGNMENT OF COPYRIGHT FOR ORIGINAL AND RENEWED TERMS.

STATE OF NEW YORK,
: 8s.
City axp Couxty oF NEw YORK.

On this first day of January, 1860, personally appeared James
Smith and Charles Scribner, to me known to be the individuals
described in and who executed the foregoing instrum-<ni(, and
severally acknowledged that they executed thie same for the
purposes therein mentioned.

ROTR . JAMES BROWN,

: Seexr Notary Public.-

* IXT. REV, &
BTAMI. ¢
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4. AsSIGNMENT oF COPYRIGHT FOR ORIZINAL AND
RENEWED TERMS.

Indenture, made this first day of May, 1864, between James
Smith, of Poughkecpsie, State of New York, of the one part,
and Charles Seribner, of the City and State of New York.

W hereas, tne said James Smith hus written and composed a
book, entitled * Flowers of Poesy,”

Now this indenture witnesseth, that the said James Smith,
for and in consideration of the sum of five hundred dollars, to
him in hand paid by said Charles Scribner, the receipt of which
i3 liereby acknowledged, has bargained, sold, and assigned, and
by these presents does bargain, sell, and assign unto the said
Charles Scribner, his heirs, executors, administrators, and as-
signs, all the.said book, and the manuscript thereof, and all his
right, title, and interest, property, claim, and demand, of evury
kind and nature whatsoever, of, in, and to the same, and in any
and all copyrights, and any and all renewals thereof, wkich may
or ¢can be had, or secured, or taken, in respect to said book or
manuscript, under and by virtue of any acts of Congress, with
any and all profit, benefit, and advantage that shall or may
arise by or from printing, publishing, or vending the samne,
during the original or renewed terms of any _such copyright.
To have and to hold the same to the said Obharles Seribner, his
heirs, executors, administrators, and assigns forever.

And the said James Smith agrees to examine and correct the
proot-shieets of said work, as fast as they shall be furnished, and
to make and complete a full and correct Index therefor, as soon
as 1nay be after all the signatures of the text shall be furnished
for that purpose.
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LICENSE TO PRINT ONE EDITION OF A BOOK,
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And the said Charles Scribner, for himself, his heirs, exeen-
tors, administrators, und assigns, covenants and agrees to fur-
nish and deliver, free of cost, to said James Smith, twenty-five
bourd copies of said work, within three months after the said
Index shall or may bo completed.:

In witness whereof, the said parties have hereunto set their

ha''ds and seals, the day and year first ahove written,

Sealed and delivered JAMES SMITH. L. 8.]
in presence of } CHARLES SORIBNER. {u.s.]
JonnN DoE,
Riouanp RoE.

Acknowledgment, as in No, 3.

5. LICENSE TO PRINT ONE EDITION OF A BOOK.

Indonture, made this first day of January, 1860, by and be-
tween James Smith, of Pouglkeepsie, New York, of the first
part, and Charles Scribner, of the Qity of New York, State
afresaid, of the second part.

Wlhereas, the said James Smith has in preparation a work, to
be 2alled the * Flowers of Foesy,”

Now this indenture witnesseth, that the said James Smith,
for the consideration hereinafter expressed, does hereby author-
ize and allow the said Charles Scribner to print. publish, and
sell an edition of one thousand copies of said work, the said
James Smith hereby reserving to himself the general copyright
in said work.

And the said James Smith, in consideration of the payments
heremafter agreed and covenanted to be made by said Charles
Seribner, doth hereby covenant and agree, to and with the said
Charles Scribner, that he will furnish to the printer, to be eni-
ployed by him, fair copy of the said work, and will superintend
the printing, and correct the proofs thereof| in the usual man-
ner; and that he will take out of the clerk’s oflice of the Dis-
trict Court of the United States for the Southern District of
New Yerk the usual evidences of copyright, for the protection
of said voork, and will not anthorize any person to print, pub-
lish, or sell, and will not print, publish, or sell himself, any
other copies until the whole of said one thousand copies have
boen disposed of by said Charies Scribner; Provided, said one
thousand copies are sold withiu flve years from the date hercof.



FORMS UNDER THE COPYRIGHT ACTS. 61

ASSIGNMENT OF RIGHT TO PERFORM DRAMATIC COMPOSITION.

And the said Charles Scribner, in consideration of the afore-
gaid authority and agreement, does hereby covenant and agree,
to and with said James Smith, that he will pay him, the said
James Smith, the sum of twenty cents for each and every copy
of the said one thousund copies, payable semi-annually, as fast
as the said copies shall be sold or otherwise disposed of, Le
rendering to the said James Smith an accoun! of sales of said
work, at tho expiration of six months from the day of the first
publication, until the whole shall be sold, and that he will
also give to the said James Smith fifty copies of said work,
handsomely bound, free of charge, as soon as conveniently may
be done, after the manuscript copy has been furnished by the
said James Smith.

And the said Charles Scribner, in consideration, also, of the
aforesaid authority and agreement, does further covenant and
grree, to and with said James Smith, that he will not print,
publish, or sell any more than the said one thousand copies, un-
til authorized by said James Sinith, or his legal representatives,
in writing; it being understood that the license herein contained
extends only to one edition of the number above specified.

In witness whereof, the said parties have hereuntc set their

hands and seals, the day and year first above written.

Sealed and delivered - JAMES SMITH, (L. 8.
~ in presence of CHARLES SCRIBNER. [1.s.]
JONN SMITII,
JAMES Brownx.

Ackuowledgment, as in No. 3.

6. ASSIGNMENT OF RIGHT TO PERFORM DRrRaMATIC Con-
POSITIUN FOR SPECIFIED TIME AND PLACES.

Know all men by these presents: That for and in considera-
tion of the sum of one thousand dollars, to be paid as herein-
after mentioned, I, Dion Bourcicault, of the City and County of
New York, have sold, assigned, transferred and set over, and by
these presents do hereby sell, assign, transfer and set over, unto
George Roberts, of the State of Connecticut, for the term of
one year from the date hereof| the right, privilege, and licenso
ol acting, performing and representing, and of permitting {o Le
acted, performed ard represcnted, my play in five acts entitled
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ASSIGNMENT OF RIGHT TO PERFORM DRAMATIC COMPOBITION,
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‘The Octoroon, or Life in Lounisiana,” in all cities in the United
States and Cuanadas, excepting, however, the cities of Boston,
New York, Philadelphia, Charleston, Mobile, and New Orleans.
To have and to held the same to said George Roberts, his exec-
ntors and administrators, together with all the rights and privi-
leges granted and secured to me under the acts of Congress for
the protection of my copyright of said play for the period and
piaces aforesaid. Said sum of one thousand dollars to be paid
as follows, to wit: six hundred and fifty dollars at the date of
these presents and delivery of the manuscript of said play to
said Roberts; the further sum of one hundred and fifty dollars
on the fitteenth day of February next, and the further sum of
two hundred dollars on the thirtieth day of March next. DBut
1t is nevertheless expressly understood and agreed, inasmuch as
I am in negotiation with the managers of the Cincinnati Theatro
for the sule of the license to perform and represent said play in
such City of Cincinnati, that I am at liberty to conclude said
sale, and in such event I am to credit the amounts I shall re-
ceive therefor towards the two payments above mentioned to be
inade on the fifteenth doy of February and thirtieth day of
March next by said Roberts to ne. .

In witness whereof, I have hereunto set my hand and seal,
this thirtieth day of December, in the year one thousand eight
hundred and fifty-nine.

In presence of DION BOURCICATULT. [1.s.]

L. Prrrxy,
War. DixEy.

Acknowledgment, as in No. 3.

This assignment held valid in Roberls v. Meyers, 13 Mo. Law Rep.,
396,—~SPRAGUE, J.; Mass.,, 18G0.
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for printing copy of bOOK.. . ivevvenrveacrvansess 33 *G
forfeiture and penaliy in such case ......vc00nee. 34 *G
penalty, extent of, recoverable. ... ccvveeievieess 39 2, 3
penalty, when not incurred. .. .ocvvvevsvecccesces 30 ¢4
in what courf such action brought........e00see.. 3¢ %5

INDEX TO OBSOLETE LAWS,
ACTIONS 1IN RESPECT TO COPYRIGHTS—

for printing map, &e., without congent ............ 16 2
recovery therein and for whose benefit. . .......... 16 %)
where and when to be brought ......ccvci0venees. 16 *2
for printing manuscript without consent .......... 19 *6
damages thereof, and where recoverablo .......... 19 *6
for engraving prmt &c., without consent.......... 22 %3
forfeiture in such cuse, and for whose benefit . . . ... 23 *3
where may be recmered... ....... beverenvesses 23 *3
for marking books, &c¢, as copyri hted when pot so. 23 *.4
penalty theref‘or and who catitled to . .. ev teesss- 23 *4

.
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ACTICNS IN RESPECT TO COPYRIGHTS—continued, PAGE  RFET
on the case, proper form to recover damuges....... 35 ¢l
for engraving map, &c......... civeesssessessess 36 *
forfeiture and penulty in siich Cag08 ......vvnunu.. 36 %1
. penalty on each sheet sold or offered for gale....... 37 b1
penalty on each sheet printed for sale. . coscase 31 b4
p-nalty recoverable for infractions mthm two years. 37 2
in what Lourttobebrought..................... 36 *7
for printing manuseript without counsent . cee.s 38 *9
damages in such case...... Ceerecsrabsssneane s .. 38 *9
recoverable in action on the €as@.... vevveveeness 38 *9
in what court tobe brought..........,..cc0vevee. 38 *9
redress in such case at common law ..... ciesarsse 33 3
relief may also be bad in equity........... R 38 4
whole of manuscript need not be pr:uted. ces sssae 38 9
for talsely marking book as copyrighted....vecec.. 39 *i1
penalty forsodoing. .o .cvieivenn ceenna vevess 39 *11
in what court rccoveralde........... chescesneans 40 *11
for performing dramatic composition .. .. .cevevvv.. 43
damages for sodoing......... ..., cesseecanaas 45
in what court recoverable....... R 1
assignec may maintain such action ... ..vv0vv00v.e. 46 4
maintainable when title-page deposited ooev.veeeee 46 b
maintainabie wuen title-page deposited............ 33 9
maintainable only after copyright complete ....... . 46 8
APPEALS TO SUPREME COURT—-
lie from all judgments and decrees, without regard to
amount in CONLrOVEISY «vevsecveesssscascass 48
ASSIGNMENT OF COPYRIGHIS-
must be in writing...... Crresceraserssansasas .. 42 %]
agreement to assignneednot be ... ....0chee.... 43 1
must be proved and acknowledged .......000eee. 42 *1
to be recorded, whereand when......ovevvveese. 42 *{
INDEX TO OBSOLETE LAWS.
ACTIONS IN RESPECT TO COPYRIGHTS-—
where may be recovered. .. ....... cesssssacensss 23 *4
for forfeitures, when to bo commenced. . ccovvevese 23 *4
pencral issue pleadablein. .. ..ociievaen creeeses 190 *7
appeals or writof error in. .. vveviiiirentaieean.s 24
Arrrals TO0 SuprieME COURT—
{rom judgmenty and decrees of Circuit Courts...... 24
Boor, COPYRIGHT OF-—
who may aequire «.covven v ianns Cersesciscann eeos 14 %1
how acquired . ovvvnveeveneans seessesssvenrsave 16 *3

%
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REFERENCES THUS (*) ARE TO SECTIONS; OTHERWISF, TO NOTES.
ASSSIGNMENT OF CopYR1GNITS—continued. PAGE REF.
failure torecord, effect of . ... cooivverenivnonns 42 *]
not recorded, valid between the purties ... oeveee. 43 10
feeg for recording. cevevvee v rncecsnccanssesss 43 *2
generally has reference to firstterm . ...occ0vveee. 43 2
when will cover renewal term......vccv0vveanes, 43 3
a portion of tho copyright may be asslgned ceesse 43 4, 5
query ? whether thiscan bedone....vvveeeveeees 43 7, 8
AUTHOR—
WhOi8 civvenvrvenersscssasssnncosnnncccasnnns &1 b
citizen or resident, may have copyright........... 26 *1
only such can have copyright.....cceivevieennees 27 3
a resident must be a permanent resident .......... 26 1
can have copyright only uander laws of Congress.... 29 2, 4
has at common law no exclusive right........ cees 29 3
rights of, before and after publication......... vees 28 3
only right to multiply copies .......cvi0eneaisee 29 4, 6
his right not an odious monopoly ......... coeraes 28 1
when right of renewal secured t0 v v vvveecevansaees 29 *2
conditious of renewal............ ceeeeseservsess 20 ¥2,3
.
BOOK—
who may have copyright of . .. .. civeerirecerenese 26 *1
what is, within the statute ...... ceeeraseas serees 27 (]
what is, undor the statute of 1865....... cececsses 49 *4
newspaper or price-current 18 BOb. . v e vevsvecrovaes 20 8
alabelisnot....coivviiiie tiverenriencecanean 27 9
does not include a translationof.........c.c00eeee 3D 2
‘“‘copy of,” imports a copy of the entire book....... 3d ¢b
INDEX TO OBSOLETE LAWS,
Boor, COPYRIGHT OF—
how acquired ..... beesaenes 4 | *1
penalty for violating copy rzght Of .. iosvaencaseens 16 *2
CLerK OF Distrior COURT—
to record title of LOOK ... .ccivvnvnnnvenennnnnase LT *3
form of such record ........ D X | *3
fve for record, and copies of same ... cveeeeveen.. 17 *3
CONGRESS LIBRARY—
copyolfbooktoboesent to...c.ooieeeveenoenncene 44 ¥10
" such deposit not a prerequisite to copyright ....... 44 1
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C.
CHARTs, see MArs.
Ciretir Cournts, U, 8, see COURTS.

Cierk oF Distiricr Coerr— " PAQE REF,
title of book, &e., 1o boe deposited with . ..v.0veeves 31 *1
Lo record SHMEe. L v versvnennnnss - 1 | *4
fee for smine, and copies thereof ... ...cvivvvveees 381 *4
copy of book to be deposited with............c.cv0 81 ¥4
to trausmit records of copyright and books to Secre-
mr_}oIStatB...... ......... teenesssaasses 32 x4
records from prima facie ewdence of deposit........ 33 10
CONGRESS LiBRARY—
copy of book, &c., to be transmitted to...e..00vvee 49 *2
penallytnrnutbodmng Ceeuniaran, cevesesssrace 49 *3
copy of sccond or suhseguent edltmu when not re-
Qred. o v veevvercrnvonnas PP - 3 *4
COPYRIGIT OF BoOOKS, Mapg, &c.—
right to, founded on statute law ........ vesveasse 29 2, 4
1S not « monopoly in an odious SeNsSB.vveveevenves 28 1
18 a right to multiply copies ..o e iviiver i ienenn, 28-9 2,6
citizens and residents, and tlieir representative, may
1T 111 . ¥*)
temporary resilent cannot take . ... .. ] | ]
lewral assiznee, through trustee, can take caesinesss 20 2
assighee of non-resident alien cannot . . . ... cesases 21 4
printed copy of title to be deposited ......ccovee.s 31 %4
title to be recorded by elerk. ..o v vevnen.. P 1 ¢ *4
title must be deposited before publication ......... 33 13,14
number of volumes no part of title .....cvvvvvee.e 33 3
cop} of book to bo delivered to clerk ........ veees 31 *.
copy ot book to be sent to Congreys hbrary vesesss 49 *2
penalty firnot sodoing ..ou.iuiiienatn vaiaee 49 *3
notice of cop} right to be publlshed in DOOK .. .0nun. 32 *5

apy— - A ——— g — u—

INDEX TO OBSOLETE LAWS.
COXGRESS LIBRARY~—-

no torfeiture for non-deposit. ..... cesissasenssvaey 44 2
repeal of act requiring SaMO. . civveern . vessenvees &1 %G
Copyricur OF Books, Mars, &c.—
wWho may SCeuro . cove v Ceeeena v taeaesees 14 *1
title to be recor™> ..., ..., R R K 3
copy record to ve published . ... ..o i iian.. 17 %3
copy record to be inserted Inm book .....iiiiee., 20 *1
copy of book to be deposited ... ottt 16 *3

for what term socured......... f e aeeneaeeaeenn 14 *]1
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REFERENCES THUS (*) ARE TO SECTIONS; OTHERWISE, TO NOTES,

CopyRrIGUT OF Books, MArP] &o.—continued, rAGE REP,
ingertion of notico in first volume sufficient........ 33 G
mistake in such notice fatal . ..........ci0e0ievs. 33 11,12
original term of twenty-cight years... cvcaveccees 26 *]
term may be extended fourteen years...eeoveveees 30 *2
how renewal effected, and whencanbe ....cc.... 30 *2
record of renewal to bo published . ......cc00eenee 30 *3
renewal primarily for author and his fumily ,...... 30 1
when assignee entitled t0. .00 veiesernicennsceees 30 4
renewal iSsanew interest . ceveeeecesnsssaveacess 30 o
in books, maps, charls, &Cvcvecvvreeesnarssncoss 26 *1
in dramatic CompositionS. cvevevessvesncesocnsses 4D
in photographs and negatives of ......vevecennees 49 "]

newspaper or label not subject of .. .o vveienniees 27 8 0

judicial decisions not subject of ... .. vvieenaneas.. 28 17, 18

plan of a work, when subject of, when not.. . ... 28 20 21
Costs—

in actions as to copyrights. . ...veviecivercnnnces. 40 12
Covnrrs—Supreme Court United States—

appeals or writ of error to, without regard to sum in

CONtIOVEr8Y. v acusscssnsvrsasosassce avo 48

Courts—Circuit Court United States—

have original cognizancg of actions as to copyrights. 24

jurisdiction of, does not depend on citizenship of

1711 g 7 T P4 8
jurisdiction of, when ousts that of State courts..... 23 v
no new redress or relief given by act of 1819...... 25 3
may grant injunctions for violations of copyrights .. 24
may grant injunctions to restrain publication of manu-
T2 )11 38 ¥)
equitable Jurnsdlctmu of, does not extend to penalt:es
andlorf‘e:tures........ Lo riasecsrssnnans ee 2D 2
if account only asked, remedy at law........c0. 0. 2D 8
INDEX TO OBSOLETE LAWS.
COPYRIGET OF BOOKs, Mars, &0.—
termmay beextendod. ..o iveiieniianrrrercee.s 1D *]
renewal termy, how secured, and for how long...... 15 *]1
FERg—
for reenrding title of book. .. vvveeiveees evnaneee 17 *3
for copy of record of 8amMO eveveveresesr covesess 11 *3
I'ORFEITURES—
of books, &c., on sale in violation of copyright...... 18 "2

for every shoet in possession of offender ..ceeveea.. 16 *2
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DEPARTMENT OF INTERIOR— . PAGE REF.
books and publications to be under control of.. ... 47 *8
charged with duties of Department of State, ay to

20} 3 T 11 7 SR eeo 47 *3

DRrAMATIC COMPOSITION ==
copyright of, covers the right to act sara......... 45 *]
acting of, without consent, prolibited ............ 45 *1
penalty for acting or ropresenting same........... 45 %]
right of acting, when not impaired ......ccv0veee. 46 *1

prior to 1856, author of, had no exclusive right to act 46 1
representation was not publieation «vcevcvecveee.. 46 2
acting, does not destroy right to take copyright..... 46 3
assignee of right to act, may restrain others ....... 46 4
and though only title has been deposited ......... 46 b
but contra as to thig last position ......e0vvveeee. 46 8
act of 1856 alone gives redress for representing.... 46 (]

E.

ENGRAVINGS, se0 I’RINTS.
EQUITABLE JURISDICTION AS TQ COPYRIGHTS—

conferred by act of 1819, .. .. ... ciecesaceresees 2t 1
where injunction not prayed, does not attach ...... 23 8
does not extend to adjudication of forfeitures...... 25 2
wlien injunctions may i1ssue as to copyrights....... 24 *]
when injunctions may issue as to manuscripts ..... 38 *9
SXTENSION OF COPYRIGIIS, sce RENEWALS,
K.
FiEE§~—
for recording titles of books, &Coocvveee veeereaee 31 *4
INDEX TO OBSOLETE LAWS.
FORFEITURES~—
of plates, of maps, prints, &e.ovvervennnna. veress 22 *3
for every print, &c,, exposed for sale..... e ernrans 22 *3
(GENERAL JSSUE—
nleadable in suits as to copyrights............... . 19 *7
special matter may be given in evidence under..... 19 |
Ys'rorTaTION OF BOOKS, &C.—
when violatioo of copyright .....cvveeverieariees 16 *2
when permitted ....... charecanennes vesasracsese 1B *5

Ur pI'iIlLS, “-'IIGI] rOrbiddBIl --------- TR I EE R IR TR 22 *3
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REFERENCES THUS (*) ARE TO SECTIONS: OTHERWISE, TO NOTES.

¥ :Es—continued, PAGE REP.
for copy of suchrecord .. ievvvnvnenniie v ves B ¥4
for recording assignments of copyrights...... .. .o 43 *2

FOREITURES UNDER COPYRIGHT AQTS—
of books on sale in violation of copyright.......... 34 *G
for every sheet sold or held forsale...c.ceveevveee 3¢ ¥4
of plates of maps, &c,, sold in violation of copyright. 35 *7
for every map, &c., offered for sale....ccievvveeees 35 *7

.

GENERAL ISSUE—
pleadable in all snits under copyright acts ....... .o 39 *10
special matter may be given in evidence under..... 39 *10

|

IMPORTATION OF BOOKS, £C.— . .
of Looks, when violation of copyright.........cc.. 34 ®0;
cf maps, charts, &c , when violation of copyright.... 35 %7
when not a violation. .. ..oeqiveiireniiinnneiaas 3T *8

INFRINGEMENT OF COPYRIGHT—
priuting, &c, copy of book, when is..... cessessses 33 *G
penalty for..ee.iieiiicerenncnnesoanas veasssens 33 *G
intent with which work reprinted immaterial....... 34-6 1,6
extent of, not important........c.ivtirvennnvenees 34 3,
form of infringement of, no consequence......... .o 34 2
engraving, &c., map, chart, &, when is,.......... 35 *7
Penalty fOr. v viveneiiierovecesacstroonernnes v 3D %7
importation of books, &e., when no infringement.... 3% *8
acting dramatic composition, whenis v..evvvevnee. 45

when such acting no infringement.......vc0000e.., 46

INDEX TO OBSOLETE LAWS.
INPRINGEMENT OF COPYRIGHAT—

printing, &c, copy of book . ....vovv.n... vosanns . 15 33

2 LT 1L ) 16 ¥

importation or printing foreign books. ............ 18 *5

sciling or engraving any print, &¢ ............... 22 *3

penalty for.... ........... Ceane Cerractanans o 22 *3
MANUSCRIPTS—~—

printing of, when forbidden ...........c.cc.. ... 19 *(

damages for 80 doing.. ... e s cevoanaa ... 19 *5
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INJUNCTIONS—- PAGHY ~EF.
Circuit Courts may grant, to restrain violation of
copyrights . e it iiii it ianenan cevecncsens 24
on what terms and conditions. ... .ocivnnirceneee 24
if not asked, equity jurisdiction does not attach..... 29 8
to restrain publication of manuseriptS......ev000e. 38 0
to restrain acting dramatic compositions......c..... 48 4, b
J.

JUDICIAL OPINIONS—
not the subject of copyright....cooiviivncenesaes 28 17,18

mllrginmnotestOlmﬂyhellll"ll'lltlillil‘llll 28 19
L.
LABELS~~ ‘
not subject of copyright....ceevervsescsvseoniees 27 9
M.
MANUSCRIPTS—
printing or publishing, without author’s consant,
prohibited .. ... cviiiviiiann cereevessesess 38 *J
damages for =0 doing, and low recovered ......... 38 *9
injunciion to restrain publication of ..... ... veeses 38 *9
author of, has property in, at common law ........ 38 1, 2
until he relinquishes it (... o000 Lo, verane R 1
has redress independently of statute. . oo ovvia i, 38 3
author of, has same righis 1o, as to other property.. 39 11
common law right to, not abridged by statute. ..... 39 12
use of, by author no abandonment. .. ....... vesaes 38 b
pertuissiuu to take copies no abandonment ........ 38 b

INDEX TO OBISOLETE LAWS.
Mars AND CHARTS—

copyright in, who may have........... ceresesss. 14 *]
copyright in, penulty for violationof.......... cesrs 1D *2
copyright in, how acquired. ... ..ccveveeenee ooa 1T *3
copyright in, how acquired. .. veovverseoenssans 18 *4
PEXALTIES FOR VIOLATION OF COPYRIGH[-—
for printing book, map, chart, &e... ..... P | ¥
amount of, and how recovered. .oveveeraes eveve. 16 *2
for engraving prints. . ... . ... ..t Ceseaens cacees 22 *3

amoumoi} andhowrw::overod................... 22 v
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MANUSCRIPTS-—continued. PAGE REF.
copics of, how may boused ....cvceeiensnocnnnen 38 6
publlcatmn of part of, as well as of all, probibited... 38 9

Maps AND CHARIS—
copyright in, to eitizen or resident authors ...... .. 26 *1
renewed term of, who muy take s v.ivenceivvanness 29 %2
copyright in, how acquired......ouoevee. e eree cess 301 *3%4
violation of coPyrlght, and penalty for...... c.ease 3D *7
violution of copyright, what is........... ceessene 36 3
violation of copyright, how determined ........... 37 4
publishing as copyrlghted, when not S0 .cccvnnesse 39 *] 1
no copyright in the original elements or matemls of 271 10,11
copyright only in result of labors and surveys...... 36 1
natural objects of, opentoall.....cviveninans s 36 2
subsequent compller of, what may use...ccoveveee. 31 5, 6

MusicaL COMPOSITION, COPYRIGITS JN~—
citizens or resident authors may have..... cocesnes 26 *1
when subject of, whennot ............ cessevtnve 27 13, 14
original term of tweuty-eight FEATB. e v erensrns e .o 28 15
howsecured ... .ovevrieecrencevsaronsncnns cree. J1=2 ®L D
renewal term, who mny HAVEe. cvevveentnconssaass 29 *2
renewal tern), how secured.....co0vveens cecevnes 30 *2 3
violation of cop}rright of, penalty for............. . 35 *7

penplty for marking copyrighted, when not 80..... 39 *11

N.
NEWSPAPER—
not protected by copyrlrrht Iaws o e enencnnrnnse 20 8
iIsnota book. .o iiiiieiriineninarroneans 27 8
INDEX TO OBSOLETE LAWS.
PENALTIES FOR VIOLATION OF COPYRIGHT—
for publishing book, &c., as copyrighted. when not so, 23 *4
amount of, and how recovered .. ceovveeecntcenens 23 %4
action for, when to be brought .......... ceessans 23 *4
PRINTS AND EXNGRAVINGS—
copyright in, who may have...........o00veee. es 21 ®3
copyright in, how acquired...... vessse oo 21 *2
copyright in, violation of, and penalty fOF «nvveeens 82 *3
copynght in, cannot be had unlegs embodied in visi-
bleform......cciivvieieincnrennccecianes 22 3

copyright in, cannot be had for works deslrrned and
produced by otherg...... Cesssescassanaisesa 22 4
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PENALTIES, VIOLATION OF COPYRIGUTS—
for printing copy of book without consent .........
amount of, tor each sheet........

a & 2 Fa & p g 0

Low recovered and appropriated. ...

k &0 8 ¥ B

LI N B I B B BEEEY BN RN

action on case, proper furin L0 reCOVET vevecventons

incurred for every sheet sold or held for sale.......

not incurred for printing less than entire work.....

for printing map, chart, &ec.....
amount of] for every sheet. ..

lllll

+ 8 &

R F k2w b e b0

how recovered and appropriated..... ceasae vessens
incurred on every sheet sold, or offered for sule....

must be sued for within two years ..

| B TR TN LR I

*p & 8 @

for acting dramatic composition without consent. ...
for printing book, &e., as copyrighted, wlien not so,.

how recovered and appmpmted benesenas

cannot be recovered in name of more than one person :

PooTocRrADPIIS—

and their negatives subject of copyriwht ag prints and

engravings

L)

PRINTS AND ENGRAVINGS, Commun'r 1\-—
citizen or resident authors may have....oveviavnee

how secured .

violation of, what is .
penalty fer such violation . ... ...
penalty for publishiug as copyrlghted, when not so..

renewed term, whoe may take. ..
renewed term, how secured. ..

= F Kk

& o8 B &

RENEWAL OF COPYRIGHTS—

who entitlod to recoive or take oo et eveccceesn

R.

* & & B B

P s A % & 5 8580 4D

lllll

for wwhat term allowetl teveecvecncease Ceenn

- % da w &P

* ma & b

INDEX TO OBSOLETE LAYS.
RENEWAL OF COPYRIGIT—

who may have

how secured

- E W ¥

{for what term {rranted

SECRETARY OF STATE—
copy of book to be deposited with... .......

copy of print to be deposited with. ...

& »

llllllllll

# &k & ¥ &k g & g3 N

¥ s 2 %

duties ofy, imposed on Secrctary of Interior ...

" h 8 B

PAGE

34
34
34
39
39
39
36
30
36
31
37
45
39
39
40

49

20
31
29
30
33
39

39

29
29

16
16
16

18
21
41
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ReExEwAL oF CopyrignTS—continued.
conditions upon which secured ......ivcnevaceess
within what time, conditions to be performed......
statute looks to author and his family, not assigneos
not in favor of assignees, unless clearly 80........ ,
renewed termisanew interest . cceieencenanorann
record of, to be published, how...... Cevevasnenes
REPORTE—
no copyright in opmmns of the judgeS cccevveveeee
may be in reporter’s marginal notes .ceeeve.-veeens

S.

SECRETARY OF STATE—
records of copyrights and copies of books to be de-
posited with ..... .
duties of, transferred to Secretary of Interior..... .
SECRETARY OF INTERIOR—
to have custody of records, books, &c., relating to
copyrights .. iviveninceiennr i iiienanasnsa .o
charged with duties of Secretary of State as to.....

W.

WRIT OF ERROR 1N COPYRIGHT SUITS—-
from all judgments of Circuit Courts, without regard
to sum or value in controversy ...eeeeescees

INDEX TO OBSOLETE LAWS.
SMITHSONIAN INSTITUTION-—

copies of books, &c,tobesentt0...cieenceccccas
deposit of, not essential to copynght cevesanss
no forfeituro for non-comphance cevesscsesene-snas

provisions as to, repealed .. ..vveacerroncnvoreens

Wnir oF ERROR—
when lies from judgments of Circuit Court3.....0 4

I’'AGE

30
30
30
30
30

28
28

32
4T

47
47

48

41
4]

24

REPF
*) 3
*2 3

1
4
5
*3

19
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ACTS OF CONGRESS

IX RESPECT TO

PATENTS FOR INVENTIONS.

Those marked thus (*) are either obsolete or cemporary.,

1793
119-1

1800,
1819,
1832,
1832,
1836,
1837,
1839,
1842,
1848,
1849,
1851,
1852,
1852,
1853,
1855,
1856,
1859,
1860,
1861,
1861,
1862,
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1865,
1868,
1860,
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1863 Res,
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PATENT LAWS,

ACT OF 1790, CHAPTER 1.

1 STaTUTES AT LARGE, 109,

[Obsolete: Repealed by Act of 1798, § 12,]
A1 Act to promote the progress of useful arts.

SECTION 1. De it enacted by the Senate and Eouse of
Represe.tatives of the United States of America in Con-
gress assembled, That upon the petition of any person or
persons to the Secretary of State, the Secretary for the
department of war, and the Attorney-General of the
Uhited States, setting forth that he, she, or they, hath
or have invented or discovered any useful art, manufac-
ture, engine, machine, or device, or any improvement
therein not before known or used, and praying that a
patent may be granted therefor, it shall and may be law-
ful to and for the said Seceretary of State, the Secretary
for the department of war, and the Attorney-General, or
any two of them, if they shall deem the invention or dis-
covery sufliciently useful and important, to cause letters
patent to be made out in the name of the United States,
to bear testo by the President of the United States,
reciting the allegations and suggestions of the said peti-
tion, and de:cribing the said invention or discovery,
clearly, truly, and fully, and thereupon granting to such
petitioner or jetitioners, his, her, or their heirs, admin-
istrators, or as:igns for any terin not exceeding fourteen
vears, the sole ;.nd exclusive right and liberty of makiny,
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constructing, using, and vending to others to be used, the
sald Invention or discovery; which letters patent shall be
delivered to the Attorney-General of the United States
to be examined, who shall, within fifteen days next after
the delivery to him, if he shall find the same conformable
to this act, certify it to be so at the foot thereof, and
present the letters patent so certificd to the President,
who shall cause the seal of the United States to be there-
to affixed, and the same shall Lbe good and available to
the grantee or grantees by force of this act, to all and
every Intent and purpose herein contained, and shall be
recorded in a book to be kept for that purpose in the
ofice of the Secretary of State, and delivered to the
patentee or his agent, and the delivery thereof shall be
entered on the record and indorsed on the patent by the
said Secretary at the time of granting the sume,

Under this section it was held, that the allegations and suggestions
of the pe ition must be substntially recited in the patent, or the pat-
tl!ut was void. Frans v. Chambers, 2 Wash., 126.—WASHINGTON, J.;

u., 1807,

SECTION 2. And be it jurther enacted, That the
grantee or grantecs of each patent shall, at the time of
oranting the same, deliver to the Secretary of State a
specification in writing, containing a description, accom-
panied with drafts or models, and explanations and modecls
(if the nature of the invention or discovery will admit of
a model) of the thing or things, by him or them invented
or discovered, and described as aforesaid, in the said pat-
ents; which specification shall be so particular, and said
models sc exact, as not only to distinguish the invention
or discovery from other things before known and used,
but also to enable a workman or other person skilled in
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the art or manufacture, whereof it is a branch, or wherc-
with it may be nearest connccted, to make, construct, or
use the same, to the end that the public may have the
full benefit thereof, after the expiration of the patent
term; which specification shall be filed in the office of
the said Secretary, and certified copies thereof shall be
competent evidence in all courts and before all jurisdie-
tions, where any matter or thing, touching or concerning
such patent, right, or privilege shall come in question.

SECTION 3. And be it further enacted, Thut upon the
application of any person to the Secretary of State, for a
copy of any such specification, and for permission to have
similar model or models made, it ‘shall be the duty of the
Sceretary to give such copy, and to permit the person so
applying for a similar model or models, to take, or make,
or cause the same to be taken or made, at the expense of
such applicant.

SECTION 4. And be it further enacted, That if any per-
son or persons shall devise, make, construct, use, employ,
or vend, within these United States, any art, manufac-
ture, engine, machine, or device, or any invention or
‘improvement upon, or in any art, manufacture, engine,
machine, or device, the sole and exclusive richt of which
shall be so as aforesaid granted by patent to any person
or persons, by virtue and in pursuance of this act, with-
out the consent of the patentee or patentees, their execu-
tors, administrators or assigns, first had and obtained in
writing, every person so offending shall forfeit and pay
to the said patentee or patentees, his, her, or their execu-
tors, administrators or assigas, such damages as shall be
assessed by a jury, and moreover shall forfeit to the per-
son aggricved the thing or things so devised, made, con
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structed, used, employed, or vended, contrary to the true
intent of this act, which may be recovered in an action
on the case founded on this act.

SECTION 5, And be ¢t further enacted, That upon oath
or affirmation made before the judge of the district court,
where the defendaut resides, that any patent which shall
Le issued in pursuance of this act, was obtained surrep-
titiously by, or upon false suggestion, and motion made
to the said court, within onec year after issning the said
patent, but not afterwards, 1t shall and may be lawful to
and for the judge of the said district court, if the matter
aleged shall appear to him to be suflicient, to grant a rule
that the patentee or patentees, his, her, or their executors,
:awlministraters. or assigns, show cause why process should
not issue aer.nst him, her, or them, to repeal such pat-
entg; and if sufficient cause shall not be shown to the
contrary, the rule shall be made absolute, and thercupon
the said judge shall order process to be issued as afore-
suld, agalnst such patentee or patentees, nis, her, or their
cxecutors, administrators, ur assigns. And in case no
suflicient cause shall be shown to the contrary, or it it
shall appear that the patentee was not the frst and true
inventor or discoverer, judgment shall be rendered by
such court for the repeal of such patent or patents; and
if the party at whose complaint the process issued shall
have judgment given against him, he shall pay all such
costs as the defendant shall be put to in defending the
suit, to be taxed by the court, and rccovered in such
manuer as costs expended by defendants shall be recov
ered in due course of law.

Sce notes to act of 1793, § 10; and also DIGEST PAT. Cases, title
Courts, B. 3.
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SecrioN 8. And be tt further enacted, That in all ac-
tions to be brought by such patentee or patentees, his,
her, or their executors, administrators, or assigns, for any
penalty incurred by virtue of this act, the said patents or
specifications shall be prima facie evidence (a), that the
said patentee or patentees was or were the first and true
inventor or inventors, discoverer or discoverers of the
thing so specified, and that the same 1s truly specified ;
but that nevertheless the defendant or defendants may
plead the general issue, and give this act, and any special
matter whereof notice in writing shall have been given to
the plaintiff, or his attorney, thirty days before the trial,
in evidence (0), terding to prove that the specification
filed by the plaintiff does not contain the whole of the
truth concerning his invention or discovery; or that it
contains more than is necessary to produce the effect
described ; and if tha concealment of part, or the addi-
tion of more than is necessary, shall appear t bhave been
intended to mislead, or shall actually mislead the public,
so as the effect described cannot be produced by the
means specified, tl:en, and in sv... Cases, the verdict and
judgment shall be for the defendant.

(u) Of the novelty and utility of an invention, the patent is prima
facie evidence of a very slight character. Lowell v. Lewis, 1 Masg,, 184,
—3TORY, J.; Mass, 1817,

Sce also DiGEST PAT. (JASES, title PATENT, P. 2.

() As to General Issue, and notices with, see notes to act of 1793,
§ G, and to act of 1836, § 16.

SECTION 7. And be it further enacted, That such pat-
entee as aforesaid, shall, before he raceives his natent,
pay the following fees to the several officers employed 1n
making out and perfecting the same, to wit: For receiv-
ing and filing the petition, fifty cents; for filing specificas
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tions, per copy-sheet containing one hundred words, ten
cents; for making out patent, two dollars; for aflixing
great seal, one dollar; for indorsing the day of delivering
the same to the patentee, including all intermmediate ser-
vices, twenty cents,

Approved April 10th, 1790.

ACT OF 1%93, CHAPTER 11.

1 STATUTES AT LARGE, 318.

[ Obsolete : Repealed by Act of 1836, § 21.]

An Act to promote the progress of useful arts, and to re-
peal the act heretofore made for that purpose.

SECTION 1. D¢ it enacted by the Senate and Iouse of
Liepresentatives of the United States of America in Con-
gress assembled, That when any person or persons, buing
a citizen or citizens of the United States, shall allege that
he or they have invented any new and useful art, ma-
chine, manufacture, or composition of matter, or any new
and useful improvement on any art, machine, manutac-
ture, or composition of matter, not known or used before
the application (@), and shall present a petition to the
Secretary of State, signifying a desire of obtaining an ex-
clusive property in the same, and praying that a patent
may be granted therefor, it shall and may be lawful for
the said Secretary of State to cause letters patent to be
made out 1n the name of the United States, bearing teste
by the President of the United States, reciting the alle-
gations and suggestions of the said petition (b), and giv-
Ing a short description of the said invention or discovery,
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and thereupon granting to such petitioner or petitioners,
his, her, or their heirs, administrators, or assigns, for a
term not exceeding fourteen years, the full and exclusive
right and liberty of making, constructing, using, and
vending to others to be used, the said invention or dis-
covery, which letters patent shall be delivered to the
Attorney-General of the United States, to be examined ;
who, within fifteen days after such delivery, if he finds
the same conformable to this act, shall certify according-
lv, at the foot thereof, and return the same to the Scere-
tary of State, who shall present the letters patent, thus
certitied, to be signed, and shall cause the scal of the
United States to be thereto aflixed : and the same shall
be good and available to the grantee or grantees, by
force of this act, and shall be recorded in a book, to be
liept for that purpose, in the office of the Sccretary of
».ate, and delivered to the patentee or his order.

(a) 1. This nection is to be construed with the othor parts of the act
t» mean that the discovery should be unknown, and not used as the
invention of any other than the patentce, bafore the application for a
pitent.  Morris v. Huntinglon, 1 Paine, 353.—~THoxpson, J.; N. Y,
1324,

2. This section of tho act is to Le construed with section 6 of the
gune aci, and meang thut the first inventor has a right to )& patent,
though there may hove been a knowledge of the thing invented befors
the application tor a paient, il such use or knowledge was not anteriur
to the discovery. Mellus v. Silsbee, 4 Mass, 111.—SToRY, J.; Mass,
1825.  Goodyeur v Matthaws, 1 Paine, 301.—LiviNgstoy, J.; Ct,
1814, Treadw:ll v. Bladen, + Wash,, 707, 7108 ~WAsuiNgroN, J.; Pa,
1827. Coxtra, Whitney v. Emmelf, Bald, 309.—BaLbwiy, J.: Pa.,
1832, Thompsoi v. flaight, 1 U. 8. Law Jour,, 573.—Vay NEsS, J.;
N. Y., 1822,

3. ‘'he meaning of tho words *not known or used,” &c., in this sec-
tion, is that the invention must not have been known or nsed By THE
PUBLIC bere the application. Pennock v. Dialojue, 2 Pet., 18.—STORTY,
J.; sup. Ct,, 1529,

4. Tiie patent act of 1790 used the words ‘' not known or uscd he-
fore,”” without adding the words “the ayplication:” in cununcction
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with the struclure of tho sentenco in which they stand, they mighe
have been referred either to the time of tho invention, or of the eppli
cation. 'T'he addition of the latter words in the act of 1793 must have
been ez indusiria, and with the cautions intention to clear away a doubt,
and tix the original sand deliberate meaning of the legislature. Jbi!,
22,  Shaw v, Cooper, T Pet., 319.-——McLEAN, J.; Sup. Ct.. 1833.

5. Within the spirit ot this section, it was held that the Sceretary of
State, thongh not expressly authorized, might receive the surrender of
letters patent, which were defective by reason of mistakes committe:l
cither by the department, or by the inventor, innocently, and reissue
a new av' - orected patent. Grant v, Raymond, 6 Pet., 242.—MAR-
SuALL, Ch, 4.5 Sup. Ct, 1832, Same view had beer before taken in
Nullivin's Case, Opin, Gilpin's Ed,, 158.—Winrr, Atty.-Gen., 1813,
Mo ris v, Huutington, 1 Paine, 355.—~THompsoy, J.; N. Y, 1824,
Grant v. Mason, 1 Law Int. and Rev,, 22.—TnoMpsoN, J.; N. Y., 1828
Anon., 2 Opin., 45G.~~TANEY, Atty.-Gen, 1831,

() 1. Though thig act, like that of 1790, required a petition to be
presented, and the patent, when issued, to cecite the *allegations and
suggestions of the petition,” it seemg that, . fier this act of 1790, the
petition ulone seldom contained any thing as to the patent beyond a
mero title.  Hogy v. Emerson, 6 llow., 480, 481.—~WO0ODBURY, J.; Sup.
Ct., 1847,

2. But the specification, being filed at the same time and often on
the same paper, seems to havn been regarded, whether specially named
in the petition or not, as a part of it. To avoid mistakes as to the ex-
tent of tho iventor's elain, and to comply with the law, by inserting
in the patent at least the substance of the petition, the officers inserted,
by express reference, the whole deseriptive portion of it us contained
in the schedule. Jbid., 1 1.

SECTION 2. Lrovided always, and be it further enacted,
That any person, who shall have discovered an improve-
ment in the principle of .any machine, or in the process
ol any composition of matter, which shall have been patent-
ed, and saall bave obtained o patent for such improvement,
he shall not be at liberty to make, use, or vend the
original dwenvery, nor shall the first inventor be at
liberty to use the Improvement: (@) And it is hercby
enacted ~rd declaved, that simply changing the form or
the proportions of any machine, or composition of matter,
in any degree, shall not be deemed a discovery. (0)

(a) As to doctrine that tho patentee of an improvement has no right
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to use the original discovery, nor the first inventor the right to use the
improvement, see Gray v James, Pet. C. C, 390, —\Vasuixgroy, J.;
., 1817, Wushburn v. Gould, 3 Story, 150.—STORT, J.; Mass.,, 1344,
IVoulworth v. Rogers, 1 Wood. & Min.,, 141.—Woobnury, J.; Mass,,
1347; and generally Digrst Pat. CASES, titlo IMPROVEMENT, U,

(b} 1. It is not every chan.e of form and proportion which is de-
clared by this act to be no discovery, but such as is stmy 'y a chango
of form and proportion, and nothing more. If by changing the form
and proportion a new effect is produced, there is not simply a chango
of form and proportion, but a change of principle also, Davis v.
Palmer, 2 Brock., 310.—~Mansuant. Ch. J.; Va., 1827,

2, Though this declaratory act, that a change in form is not a dis-
covery, wus not re-enacted in the luw oi 1836, it is a principle which
necessurily makes part of every system of law granting patents lor
new inventions. Winans v. Denmead, 15 How., 341.—Cunrrig, .J,;
Sup. Ct., 1853,

Sco #lso DigesT PAT. Cases, titles Fory; IMPROVEMENT, A.

SecTioN 3. And be it further enacted, That every in-
ventor, before he can receive a patent, shall swear or
affirm, that he does verily believe, that he is the truc
inventor or discoverer of the art, machine, or hmprove:
ment, for which he solicits a patent, which oath or
affirmation may be made before any person authorized to
administer oaths, and shall deliver a written description
of his invention, and of the manner of using, or process
of compounding the same, in such full, clear, and cxact
terms, as to distinguish the same from all other things
before known, and to enable any person skilled in the
art or science of which it 18 a branch, or with which it
18 most nearly connected, to make, compound, and use
the same. And in the case of any machine, he shall
fully explain the principle, and the several modes in
which lie has contemplated the application of that prin-
ciple or character, by which it may be distinguished
from other inventions; and he shall accompany the
whole with drawings and writter veferences, where
the natare of the ecase admits o, drawings, («) or
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with specimens of the ingredients, and of the composition
of matter, suflicient in quantity for the purposc of experi-
ient, where the invention is of a composition of matter;
which description, xigned by himself and attested by two
witnesses, shall be filed in the office of the Secrctary of
State, and certified copiles thereof shall be competent
evidence in all courts, where any matter or thing, touch-
ing such patent-right, shall come in question. () And
such wventor shall, moreover, deliver 2 model of his

machine, provided the Seeretary shall deem such model
to be necessary.

(@) 1. Under the provizions of this section requiring drawings with
written references, if' the specification refers to the drawing« they
thereby beceme part of the written deccrlptu'-n of the invention.
Farle v. Sawyer, 4 Mass,, 10, 11.—S8rony, J.; Masg, 1825, Drocks v,
r’ﬁdmell 3 MclLean, 261, — Mo LEeaN, J.; Ohio, 18-13. H'ELuhM?‘u V.
Gotld, 2 Story, 133. ——"4'10RY J. M’lsq 1844,

2. v is suflicient if dlawmg% and w itten references are put on lile
wich the gpecification; and if the references required are written on
the drawings the statute is satisfied, Emerson v. Hogy, 2 Blatehf,, 9
H.—Burrs, J.; N, Y., 1845,

3. The patent act of 1793 does not limit the inventer to one single
mode or one single set of ingredients to casry into effect lis invention.
[{e may claim as many modes as he pleases, provided alwavs that the
claim 18 limited to such as he has invented and as are substantially
hew,  And section 3 of the act requires, in the easo of a machine, ti:at
thic inventor shall explain the sever.” modes in which he has contemn-
plated the anplication of its principle. Lyan v. Goodwin, 3 Sumn,, 521,—
STORY, J.; Mass., 15839,

4. Under the act of 1793, the specification was not required to be
made a part of the letfers patent, but the inventor could have it so in-
corporated with them if he desived. Ifogg v. Emerson, 11 How., 601.—
Woobpury, J.; Sup. Ct,, 1850,

(1) An exemplification of a specifieation of a patent is mnde evidence
by this section of the act of Congress. The exemplification of the pat-
ent itself stands upon the common law, a8 being an exemplifieation of
n record of a public document, and is always to be received as evi-
dence. The drawing or model »eed not be exemplified. FPeck v. Lo
rington, 9 Wend., 45.—Savace, Ch. J.; N. Y, 1832,

SECTION 4. And be it further enacted, That 1t shall be
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Iawful for any inventor, his executor or administrator, to
assign the title and interest in the said invention, at any
time, and the ascigncee, having recorded the said assign-
ment in the office of the Secrctary of State, shall there-
after stand in the place of the original inventor, both as
to right and respounsibility, and so the assignees of as-
signs, to any degree.

1. Tt is the business of the assignee of a patent-right to sce that the
assignment i3 put on record. Morrill v. Worlhington, 14 Mass,, 392,
Crrrad: Mass, 1817,

2, U'nder this section, an assignment is not valid unless it has been
recorded in the office of the Secretary of State.  Ifiggins v. Slrong, 4
Blackf, 183.—Dewzy, J.: Ind.. 1834,

3. Under this section, until an assignment is recorded, tho assignoo
is not substituted to the rights aml responsibilities of the patentee so
as to maintain a suit at law or in equity, {founded thercon. Wyeth v.
Slone, 1 Story, 206.—3TORY, J.; Mass., 1840.

4. Under this seetion, the recording of an assignment ig indispensa-
ble to convey the right.  Dobson v. Camp'ell, 1 Sumn,, 326,—Sronry, J.;
Me., 1833, DBoyd v. McAlpine, 3 McLean, 428,—McLEAN, J.; Ohio,
18 11,

SectioN 5. And be it further enacted, That if any
person shall make, devise, and use, or sell the thing so
invented («), ti.e exelusive right of whieh shall, a= afore-
sald, have been seenred to any person by patent, without
the consent (J) of the patentee, his executors, adminis-
tratorg, or assigns, first obtained in writing, every person
so offending shall forfeit and pay to the patentee a sum,
that shall be at leart cqual to three times the price, for
which the patentee has usually sold or licensed, to other
persous, the use of the said invention, which may be re-
covered in an s.tion on the case founded on this act, in
the Circuit Court of the United States, or any other
court having competent jurisdiction. (¢)

(@) 1 TUnder the act of 1790, a patent was made prima fucie evi-
dence; that act was repealed by the act of 1793, and that provision
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was not re-enacted init.  Tlence a patent was not received in courts
of justice ar even prana fucie evidence that the invention patented was
iew or uselul, but the plaintift’ was bouud to prove these facts in order
to make oul his case.  Corning v. Burden, 14 How., 270, 271.—GRILR,
J.; _up. Ct., 1858,

2. Under this section, subjectiny to a penalty ‘ any person who
cuall make, devike, and use, or sell the th' . 30 invented,” 1t might
well be questioned whether any person would be subject to the penalty
for using a machine which he had unot also made and devised. Such
doubt i3 removed by scction 3 of the act of 1800, which subjects to
damages “any person who shall make, devise, use. or sell” the inven-
tion of another. FLrans v. Jordan, 1 Brock,, 250, 251, —Mausuant, Ch.
J.: Va., 1810,

3. The maker and seller of a patented article, within the meaning of
this section, is the person for whom, by whase direction, and for whoso
account the article iz sold—and not the mere workman employed 1o
gell,  Delano v. Scolt, Gilpin, 498.—1ioerINSsoN, J.; Pa., 1834,

(/) Where oune crected, on his own premmses and at his own expense,
a machinoe whien was claimed to be the mvention of another; and
afterwards such inventor took a lease of the machine for a term of
vears, covenanting to reconvey the sume at the end of the term of
years, leld, ihat such covenant amounted to license or consent in
writing, within the meaning of this section., Reulgen v. Kanowrs, 1
Wash,, 172.—Wasmingroxn, J,.; Pa., 1804,

(¢) 1. Under this sectice, it was Y.old the assignee of a p ¢ of a pat.
ent could not maintaiv an oction for a vielation,  Tyler v, 2iel, 6 Ura,,
321 —0rR1aM; Sup. ot, 1810,

2. But the assignee of a moiety may join with the patentec in an
action {or a violation. V7ellemwore v, Cutler, 1 Gall,, 430,~—3iony, J.;
Mass., 1813,

This seetior repealed by « 't of 1800, § .

SECTION 6. Provided at rays, and be it further enaeted,
That the defendiant 15 such action shall be permitted to
plead the general 1ssue, and give this act, and any speeial
matter («), of which now.ce in writing may have been
oiven to the plaintiff or his attorney, thirty days before
trial, in evidence, tending to prove, that the speeification,
filed by the plaintidf, does not contain the whole truth
relative to his discovery, or that 1t contains more than is
nceassary {o produce the deseribed efieet, waich conceal-
ment or addition shu.. fully appear to have been made,
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for the purpose of decelving the public (4), or that the
thing, thus secured by patent, was not originally discov-
ered by the patentec, but had been in use, or had been
described in some public work anterior to the supposed
discovery of the patentee (c¢), or that he had surrep-
titiously obtalned a patent for the discovery of another
person («f); in either of which cases, judgment shall be
remddered for the defendant, with costs, and the patent

shall o declared void (e).

(«; 1. The object of this section was to guard against defeating pat.-
ents by the setling up of a prior invention which had never Leen
reduced to practice. JDBedford v. Hunf, 1 Mass., 305.—STORY, J.; Mass.,
1817.

2. This section appears to have been drawn with the idea that the
defendant would not be at liberty to contest the validity of the patent
on the zeneral issue, and intends to relieve the defendunt from the
dilfioulties ol pleading, by allowing him to give in evidence matter
whicy affects the patent. Frans v. FEaton, 3 Wheat,, 503, 50t.—-
Manrsnavnn, Ch. J.gy Sup. Ct., 1818,

3. Such notice is, however, for the sccurity of the plaintiff, to protect
io.a arainst surprise,  J0id., 504,

(0) Uunder this section a defeet or concealment in a specification, in
order to make the patent invalid, must appear to have heen made for
the purpose of de. ziving the public.  Wudtney v. Carter, Fessenden on
Pav, 2d ed, 139..=Jouxsoy, J.; Geo., 1809. Park v. Litle, 3 Wash.,
1¢ 3, —WasuiNaroNn, J.; Pa, 1813, Wihittemore v. Cutler, 1 Gall,, 437.
—SroRry, J.; Mass, 1813, Gray v. James, Pet. C, U, 401.—\Wasii-
INGroN, J.: Pa, 1817, Lowell v. Lewis, 1 Mass,, 189, ~3T10RY, J.;
Mass, 1817, .

(v} 1. Where a defence is made that the patentee is not the original
discoverer of the thing patented, the patent will e cousidered as rela-
dng back to the original discovery. Construing sections 1 and 6 to-
gether, the patentee'’s right docs not date from the ume of his applica-
tion for a patent, but from the time of’ his discovery  Dixon v. Moyer,
4 Wash., 12,—Wasiixgroy, J.; Pa,, 1821,

2. Under this section, if the thing had been in use or known ante-
rior to the pitentee’s supposed discovery, his patent is void. Thourh
the patentze had no knowledze of such previeus discovery, still hisg
patent 1s void, aw the law supposes he may have kuown it.  Evans v.
Liaton, 3 Wheat,, Sl —Mansuarn, Ch, J.; Sap. Ct., 1815,

3. The use of a machine, o test its value, as 2 eracher machine to
tho oxtent of half a bareel ol tiour, held to amount to & using uf it with.
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in the meaning of this section, Wutson v. B aden, -« Waslhi., 533.—
WasinaTox, J. 3 Pa.. 1826,

(¢) 1. This section does not enumerate all the defences of which the
detendant way legadly avail himself: as he may give in evidence that
hey never did the thing atiributed to himy; that the patentee 13 an alien,
atnd not entitled under the act; or that he has a license ¢r authority
mnder the patentee.  Whittemore v, Culler, 1 Gall,, 435 —3TORY, J.;
Masgx, 1813, Ancass v. Schuwy il Pank, 4 Wash,, 11.—~\WASIINGTON,
J.: Pa, 1820. Pennuck v. Dialogue, 2 Pet., 23.—Srory, J.; Sup. Ct.,
1528,

2. This scetion only declares the defences available against a pat-
cutee; but no process or means are given by it for the examination of
1 patent, however fa'se and fraudulent it may be, if the patentee will
forbear to bring suit against those using it.  Delano v. Scoll, Gilpin,
429 —1IorrixNsoyN, J.; Pa., 1834,

(¢} 1. It a defendant recks to annnl a patent, he must proceed in
precize eontormity with section G of the act of 1793, and '* fraudulent
intent” must be found by thoe jury tn justify a judgment of vacatur by
the vourt.  This section does not coutrol the 3d.  Grant v. Raynwond,
6 Pet.. 247.—~Mansaary, Ch. J.: Sup. Ct,, 1832,

2. The Circuit Coure, in a civil suit, cannot declare a patent void ox-
cept fur the causes speceitied in this section,  If the patent i1s defective
for any olther cause, the verdiet must be general for the defendant.
Wldtuey v. Emmell, Bald,, 321.— BArbwiy, J.; Pa., 13],

3. Under this section, the Circnit Courts of the Uuited States have
exclusive jurisdiction in «nitg where the patent may he declared void.,
LPuorsons v. Burnard, T Johns,, 144, —CurtaM; N. Y., 1810. Wilson v.
Woodworth, 8 Paige, 13.4.-—Warwonrii, Chan.; N. Y., 1840,

Seo alsn notes to act of 1836, § 15, and DIGEST Par. CASEs, title
(UENERAL ISSUE,

SECTION 7. And be it prurther cnacted, That where any
State, before its adoption of the present form o govern-
ment, shall have granted an exelusive right to any inven-
tion, the party, claiming that right, shall not be eapable
of obtalning an exclusive right under this act, but on
relinquishing his right under such particular St.te, and
of’ such relinquishment, his obtaining an exclusive right
under this act shall be sufficient evidenee.

SECTION 8. Asnd be it further enacted, That the per-
sons, whose applications for patents, were, at the time
of pas-ing this act, depending before thie Secerevary of
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State, Secretary at War, and Attorney-G .. ,, acvording
to the act passed the second session of t1 st Congress,
intituled ¢ An act to promote the progress v. useful arts,”
on complying with the conditions of this act, and paylng
the fees herein required, may pursue their respective claims
to a patent under the same,

SEcriON 9, And be @t further cnacted, That 1n case
of interfuring applications, the same shall be submitted
to the arbitration of thres persons, one of whom shall be
chosen by each of the applicants, and the third person
shall be appointed by the Secretary of State (@) ; and the
decision or award of such arbitrators, delivered to the
Secretary of State in writing, and subscribed by them, or
any two of them, shall be final, as far as respects the
granting of the patent: And if either of the applicants
shall refuse or fail to choose an arbitrator, the patent shall
issue to the opposite party. (0) And where there shall
be more than two interfering spplications, and the per-
ties applying shall not all unite in appointing three ar-
bitrators, it shall be in the pcower of the Seceretary of
State to appoint three arbitrators for the purpose.

(2) An inventor filed a deseription of his alleged invention in 1802,
as required by section 3 of the act of 1793, and took 1.0 further step
antil 1814, when another person made appl:catlon for a pateirt for the
§aMo mventmn IHeld, that there was no :mitation of time within
which a patent must Le tal.en out after specification filed, and that the
facts made a case of iutorference, to be arbitrated under this section.
Anon., 6 Opin,, T01.—Rusi, Atty.-Gen.; 1814.

(&) The refusal of a dofendunt to submit Lis claim to arbitration un-
der this secticn, and his subsequently obtaining a patent therefor, is
not conclusive evidence, in a proceeding under section 10, that such

potent was obtained surreptitiously. Stearaes v. Barretl, 1 Mass,, 174,
~—STORY, J.; Mass,, 1810.

Secerion 10, And be it further enacted, That upon
oath or affirmation being made before the judge of the
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District Court, where the patentee, his executors, admin-
istrators, or assigns reside, that any patent, which shall
be issued in pursuance of this act, was obtained surrepti-
tiously, or upon false suggestion, and motion made to
the said court, within three years after issuing the said
patent, but not afterwards, it shall and may be lawful for
the judge of the said District Court, if the matter alleged
shall appear to him to be sufficient, to grant a rule, that
the patentee, . his executor, administrator or assign ghow
cause why process should not issue against him to repeal
such patent, And if sufficient cause shall not be shown
to the contrary, the rule shall be made absolute, and
thereupon the said judge shall order process to be issued
against such patentee, or his executors, administrators or
assigns, with costs of suit. And in case no sufficient
cause shall be shown to the contrary, or if it shall appear
that the patentee was not the true inventor or discoverer,
judgment shall be rendered by such court for the repeal
of such patent; and if the party, at whose complaint the
process 1ssued, shall have judgment given against him, he
shall pay all such costs as the defendant shall be put to
in defending the suit, to be taxed by the court, and re-
covered In due course of law. |

1. The jurisdiction given to the District Court, under this section,
applies only to cases in which the patent has been obtained by fraud,
surreptitiously, by false suggestion, or by some wilful misrepresonta-
tion and deception. JDelano v. Scoll, Gilpin, 493.—HOPRKINSON, J.:
Pa., 1834.

2. The summary proceeding under this section is given to protect
the public from manifest fraud, in taking out patents (the fees of office
being no check), for known and common things. Jbid., 494.

3. It gives the power to any person to call upon o patentee for an
examination of his right, and have it repealed, if it shall be found that
he is not entitled to it. Jbdid, 500.

.1, Procecdings under this section, upon the rule ness, are not couclu-
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sive, The process awarded. upou making the rule absolute, i8 in the
nature of a sctre facias, and is not final. St:arn-s v. Barrett, 1 Mass,,
165.—SToRY, J.; Mass, 1816, Wood & Brurdage, Ec parte, 9 Wheat.,
615.—STOoRY. J.; Sup. Ct., 1824, Delano v. Se-tf, Gilpin, 499.—Hop-
KINSON, J.; Pa,, 1834, Contia, McGaw v. Bryan, 1 U. 8. Law Jour,,
98.-—VaAN NEsS, J.; N. Y., 1822,

5. In procec lings under this section, the United States will not Lo
substituted as plaintiffs, in place of the patentee, Wood v. Wiiliams,
Gilpin, 5620, 624.—HOPKINSON, J.; Pa., 1834.

See also D1GEST PAT. CASEs, title COURTS, B. 3.

SectioN 11, And be it further enacted, That every in-
ventor, before he presents bis petition to the Secretary
of State, signifying his desire of obtaining a patent, sha'l
pay into the treasury thirty dollars, for which he shall
take duplicate receipts; one of which receipts he shall
deliver to the Secretary of State, when he presents his
petition; and the money thus paid, shall be in full for
the sundry services to be performed in the office of the
Secretary of State, consequent on such petition, and shall
pass to the account of clerk-hire in that office. Provided
nevertheless, That for every copy, which may be required
at the said office, of any paper respecting sny patent that
has been granted, the person, obtaining such copy, shall
pay, at the rate of twenty cents, for every copy-sheet of
one hundred words, and for every copy of a drawing, the
party obtaining the same, shall pay two dollars, of which
payments, an account shall be rendered, annually, to the
treasury of the United States, and they shall also pass to
the account of clerk-hire in the office of the Secretary of
State.

1. A defondant, being permitted under section 6 of the act of 1793,
to set up the defence that the plaintiff’s specification does not contain
the whole truth, he has, under this section, & right to call for and bave
a copy of the plaintiff’s specification, and no conditions can be imposed
11}83011 the use of such copy. .4non., 1 Opin., 376.--WIRT, Atty.-Gen."
1820. |
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2. The proviso to this section cannot bo considered as opeuing to all
persons, ind seriminuately, the right to demand copies of papers respect-
ing patents granted to olhers. A8 to others than a defendant, as pro-
vided for in scetion 6, it rests in the discretion of the department
whether copies shall be furnished or refused. A4aon., 1 Opin,, 18~
WiRT, Atvy.-Gen.; 1825.

SecrioN 12. And be tt ferther enacted, That the act,
passed the tenth day of April, in the year ope thousand
seven hundred and ninety, intituled *An act to promote
the progress of useful arts,” be, and the same is hereby
repealed. Provided always, That nothing contained in
this act, shall be construed to invalidate any patent that
m:iy have been granted under the authority of the said
act; and all patentees under the said act, their executors,
administrators, or assigns, shall be considered within the
purview of this act, in respect to the violation of their
richts; provided such violations shall be committed after
the passing of this act.

Approved February 21st, 1793.

ACT OF 1794, CHAPTER 58.

(1 StaTUTES AT LARGE, 393.)

[Obsolete. Repealed by Act of 1836, § 21.]

An Act supplementary to the act intituled “An act to
promote the progress of useful arts.”

DBe it enacted by the Senate and House of Representa-
tives of the United States of America in Congress assen-
bled, That all suits, actions, process, and procecdings,
heretofore had in any Distriet Court of the United States,
under an act passed the tenthk day of April, in the year
one thousand scven hundred and ninety, intituled ¢ An
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act to promote the progress of useful arts,” which may
have been set aside, suspended, or abated, by reason of
the repeal of the said act, may be restored, at the instance
‘of the plaintiff or defendant, within one year from and
after the passing of this act, in the said cowurts, to the
same situation, in which they may have been, when they
were so set aside, suspended, or abated; and that the
parties to the said suits, actions, process, or proceedings,
be, and are hereby entitied to proceed in such cases, as
if no such repeal of the act aforesaid had taken place.
Provided always, That before any order or proceeding,
other than that for continting the same suits, after the
reinstating thereof, shall be entered or had, the defendant
or plaintiff, as the case may be, against whom the same
may have been reinstated, shall be brought into court by
summons, attachment, or such other proceeding, as is
used in-other cases for compelling the appearance of a
party. |
Approved June 7th, 1794.

ACT OF 1800, CHAPTER 25.

2 STaTUTES AT LARGE, 37.

[ Obsolete: Repealed by Act of 1838, § 21.]

An Aot to extend the privilege of obtaining patents for
useful discoveries and inventions, to certain persons
therein mentioned, and to enlarge and define the pen
alties for violating the rights of patentees.

SECTION 1. Be it enacted by the Senate and House of
Lepresentatives of the United States of America in Con-
gress assembled, That all and singular the rights and
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privileges given, intended or provided to citizens of the
United States, respecting patents for new inventions, dis-
coveries and improvements, by the act intituled “An act
to promote the progress of useful arts, and to repeal the
act heretofore made for that purpose,” shall be, and here-
by arc extended and given to all aliens who at the time
of petitioning in the manner prescribed by the said act,
shall have resided for two years within the United States,
which privileges shall be obtained, used, and enjoyed, by
such persons, in as full and ample manner, and under the
same conditions, limitations and restrictions, as by the
said act is provided and directed in the case of citizens
of the United States. Provided always, That every per-
son petitioning for a patent for any invention, art or
digeovery, pursuant to this act, shall make oath or affirma-
tion before some person duly authorized to administer
oaths before such patent shall be granted, that such
invention, art or discovery hath not, to the best of khis
or her knowledge or belief, been known or used either
in this or any foreign country, and that every patent
which shall be obtained pursuant to this act, for any
invention, art or discovery, which it shall afterward
appear had been known or used previous to such applica-
tion for a patent shall be utterly void.

1. Under this act a foreigner, though having resided within the
United States for mors than two years, cotld not have a patent for an
invention operated by him in another country before he camo here, as
he could not take the oath required by this statute. JDuplai's Case,
1 Opin., 332,—~WIRT, Atty.-Gen.; 1820,

2. By the provisions ¢f this act, tuken in connection with those of
the act of 1743, citizens and alicns are placed substantially upon the
game ground as to & right to a patent when the invention has not been
known or used before it was patented, In both cares the right is to
be tested by the same rule, Shaw v. Cooper, T Pet,, 316.—MCLEAN
d.s Sup. Ct,, 1833, . '
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3. Where a person mads an invention in England, in 1813 or 1814,
and before coming to this country made known his invention to others,
and shortly after coming here disc.osed it, in 1817, to an individual
here, and in 1817 or 1818, the invention was gold in hn gland, and soon
after went into use there and in France, and subsequently, in 1822,
tho inventor took out a patent here; Eeld, that there had been such a
public use of the invention, without an assertion of right on the part
of the inventor, as rendered 'the patent void. Jbdid,, 318-323,

SECTION 2. And be it further enacted, That where any
person hath made, or shall have made, any new invention,
discovery or improvement on account of which a patent
might, by virtue of this or the above-mentioned act, be
granted to such person, and shall die before any patent
shall be granted therefor, the right of applying for and
obtaining such patent, shall devolve on the legal repre-
sentatives of such person in trust for the heirs-atlaw of
the deceased, in case he shall have died intestate; but if
otherwise, then in trust for his devisees, in as full and
ample manner, and under the same conditions, limitations
and restrictions, as the same was held, or might have
been claimed or enjoyed by such person, iv his or her
lifetime; and when application for a patent shall be
made by such legal representatives, the oath or aflirma-
tion, provided in the third section of the before-mentioned
act, shall be so varied as to be applicable to them.

SECTION 8. And be it further enacted, That where any
patent shall be, or shall have been granted pursuant to
this or the above-mentioned act, and any person without
the consent of the patentee, his or her executors, admic-
istrators, or assigns, first obtained in writing, shall make,
devise, use, or sell () the thing whereof the exclusive
right is secured to the said patentee by such patent, such
person so offending shall forfeit and pay to the said pat-
entee, his executors, administrators, or assigns, a sum
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eqnal to three times the actual damage (d) sustuined by
such patentece, bis executors, administrators, or assigns,
from or by reason of such offence, which sum shall and
may be recovered by action (¢) on the case founded on
this and the above-mentioned act, in the circuit court of
the United States, having jurisdiction thereof.

(a) This scction gives an action against any one who shall “meake,
devise, use, or sell,” the thing patented, and takes the place of section
6 of the act of 1793, which gave an action against any one who should
‘“ make, devise, and use, or sell.,” This change was made because of
some doubt whether the language of section 5 of the act of 1793 did
not couplo the making and using together to constitute an offenco, so
ttat making without using, or using without making, was not an in-
{ringement. Vhillemore v. Culler, 1 Gall,, 432.—STtoRY, J.; Mass,,
1813, Iwans v, Jordan, 1 Brock., 252.—MAusnary, Ch. J.; Va,, 1813.

(0) 1. Under this section the jury find single damages, and the court
treble them in awsrding judgment. Lowcl v. Lewis, 1 Mass,, 185.~—
STORY, J.; Mass., 1817.

2. Under this vection, if the jury find for the plaintiff, they are to
find the actual damages sustained by him. The court will treble them,
Gray v. James, Pet. C. C., 403.—WasuiNGgrTox, J.; Pa., 1817. E.ans
v. Heltick, 3 Wash., 422.—\WaAsmINGTON, J.; Pa., 1818.

3. This section fixed the amount of recovery at three times the actual
damage sustained. Trebling the damages, under the act of 1836, rests
with the discretion of the court. Guyon v. Serrell, 1 Blatchf,, 245,~
NFLSoN, J.; N. Y., 1847.

() 1. This section gave jurisdiction only in actions on ihe cave;
Held, therefore, that a suil in equity, respecting & patent, in order to Le
cognizable by the circuit courts, must come within the piovisions of
the judiciary act of 1789, as to citizenship of parties, and that where
the partios were all residents of the same State, such courts had not
jurisdiction. Livingston v. Van Ingen, 1 Paine, 48, 54.—LIVINGSIOX,
J.; N.Y, 1811 P

2, This defect was afterwards remedied by the act of 1819, chap. 19

SecrioN 4. And be it further enacted, That the fifth
section of the above-mentioned act, intituled * An act to
promote the progress of useful arts, and to repeal the act
herctofore made for that purpose,” shall be and hercby 1s
repealed.

Approved April 17th, 1800,
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ACT OF 1819, CHAPTER 19.
(3 StaturEs AT LARGE, 481.)

[ Obsolets : Repealed by Act of 1836, § 21.]

An Act to extend the jurisdiction of the Circuit Courts
of the United States to cases arising under the law
re'ating to patenis:

Be it enacted by the Senate and House of Representa-
tives of the United States of Americo in Congress assem-
bled, That the Circuit Courts of the United States shall
huve original cognizance, as well in equity as at law, of
all actions, suits, controversics, and cases, arising uander
any law of the United States, granting or confirming to
authors or inventors the exclusive right to their respec-
tive writings, inventions, and discoveries: and upon any
bill in equity, filed by any party agerieved in any such
cases, ehall have authority to grant injunctions, accord-
ing to the course and principles of courts of equity, to
prevent the violation of the rights of any authors or in-
ventors, secured to them by any laws of the United
States, on such terms and conditions as the said courts
may deem fit and reasonable: Provided, fiowever, That
from all judements and decrezs of any Circuit Courts, ren-
dered in the premises, a writ of error or appeal, as the
case may require, shall lie to the Supreme Court of the
United States, in the same manner, and under the same
circumstances, as is now provided by law in other judg-
ments and decrees of such Circuit Courts.

Approved February 15th, 1819.

1. This act removed the defect that existed under the act of 1800,
vy which the Circuit Courts did not have jurisdiction of suits in equity,
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cxcept in actions on the case. ZLivingston v. Van Ingen, 1 Paine, 54
(noto).—LaviNgsToy, J.; N, Y., 1811, '

2. This act docs not enlarge or alter the powers of the court over
the subject-matter of the cause of action. It only extends its juriedic-
tion to parties not before falling within it. It removed the objection,
that prior to it, a citizen of one State could not obtain an injunction in
the Circuit Court for & vioiation of a pateut-right, against a citizen of
the same State, and gave the jurisdiction, although the parties were
citizens of the same State. Sullivan v. Redfield, 1 Paine, 447, 448.—
Troyrsox, J.; N. Y, 1825,

3. This act extends the jurisdiction of the Circuit Courts to all cases
at law and in equity, srising under the patent laws; but there is
nothing in the act which, either in terms or by necessary implication,
renders that jurisdiction exclusive, Burrall v. Jewelt, 2 Paigo, 145,~—-
WarworTtH, Chan,; N. Y., 1830.

4. Tho substance of this enactment, o far as it relates to the subject
of patent-rights, is incorporated into section 17 of the act of 1836.
Stevens v. Gladding, 17 How.,, 455.—CuURBTIS, J.; Sup. Ct., 1854.

ACT OF 1832, CHAPTER 162.

4 STATUTES AT LaRrGE, 559,

[ Obsolete: Repealed by Act of 1836, § 21.]
An Act concerning patents for useful inventions.

SECTION 1. Be it enacted by the Senate and House of
Representatives of the United States of America in Con-
gress assembled, That it shall be the duty-of the Secretary
of State, annually, in the month of January, to report to
Congresg, and to publish in two of the newspapers printed
in the city of Washington, a list of all the patents for
discoveries, inventions, and improvements, which shall
have expired within the year immediately preceding, with
the names of the patentees, alphabetically arranged.

SEcCTION 2. And be it further enacted, That application
to Congress to prolong or renew the termm of a patent,
shall be made before its expiration, and shall be notified
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at least once a month, for three months before its pressa-
tation, in two newspapers printed in the city of Wash-
ington, and in one of the newspapers in which the laws
of the United States shall be published in the State or
Territory in whick the patentee shall reside. The petition.
shall set forth particularly the grounds of the application.
It shall be verified by oath; the evidence in .its support
may be taken before any judge or justice of the peace; it
shall be accompanied by a statement of the ascertained
value of the. discovery, invention, or improvement, and
of the receipts and expenditures of the patentee, so as to
exhibit the profit or loss arising therefrom.

1. Under the patent laws, prior to 1836, if a patent was renewed, it
was a new grant, independent of the old, and the patentee was entitled
to the sole and exclusive benefit thereof, unless the licenseos or as-
signees had, by their original grant, secured to thomselves by express
covonant or grant, a right to the benefit of the renewed patent. Wask-
burn v. Gould, 3 Sto-y, 135.—S8TORY, J.; Mass, 1844,

2. Prior to this statute, the only mode of prolonging the torm of a
patent beyond the original grant, was by means of private acts of Con-
gress upon individual applications. Wilson v. Rosseau, 4 How., 685.—
NEeLsox, J.; Sup. Ct., 1845,

SECTION 3. And be it further enacted, That wherever
any patent which has been heretofore, or shall be here-
after, granted to any inventor in pursuance of the act of
Congress, entitled “ An act to promote the progress of
useful arts, and to repeal the act heretofore made for that
purpose,” passed on the twenty-first day of February, in
the year of our Lord, one thousand seven hundred and
ninety-three, or of any of the acts supplementary thereto,
shall be invalid or inoperative, by reason that any of the
terms or conditions prescribed in the third section of the
said first-mentioned act, have not, by inadvertence, acci-
dent, or mistake, and without any fraudulent or deceptive
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intention, been complied with on the part of the said
inventor, it shall be lawful for the Secretary of State,
upon the surrender to him of such patent, to cause a new
patent to be granted to the said inyentor for the same
invention for the residuc of the period then unexpired, for
which the original patent was granted, upon his compli-
ance with the terms and conditions prescribed in the said
tbird section of the said act. And, in case of his death,
or any assignment by him made of the same patent, the
like right shall vest in his executors and administrators,
or assignee or assignees: .Provided, however, That such
new patent, so granted, shall, in all respects, be liable to
the same matters of objection and defence as any original
patent granted under the said first-mentioned act, But
no public use or privilege of the mvention so patented,
derived from or after the grant of the original patent,
either under any special license of the inventor, or with-
out the consent of the patentee that there shall be a free
public use thereof, shall, in any manner, prejudice his
right of recovery for any use or violation of his invention
after the grant of such new patent as aforesaid.
Approved July 3d, 1832.

1. The provision of this section is susceplible of but one construe-
tion, and that is, that the patentee may sustain an action for any use
or violation of his invention, after the grant of the new patent. No
prior use of a defectiva patent can authorize the use of the invention
after the emanation of the renewed patent. Stimpson v. Wesichester R.
R., 4 How., 402.—MCcLEAN, J.; Sup. Ct, 1845,

2. To give to the patentee the [ruits of his invention was its object,
wlich would be defeated, if a right could be founded on a use subse-
quent to the original patent, and prior to the renewed one. Ibid., 402.

3. The provizo of this section is in affirmance of the principles luid
down by the Supreme Court in Pennock v. Dialogue, 2 Pet,, 1 (1829); in
Grant v. Raymond, 6 Pet., 241-245 (1832); and in Shaw v. Coaper, T
Pot., 314, 315 (1833). McClurg v. Kingiland, 1 How., 207.~BALDWIN,
J.; Sup. Ct., 1843,
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4. As the exception in the proviso is limited to the use of the inven-
tion under 2 special license after the grant of the original patent, it
leaves the use prior to the application for such patent clearly obnoxious
to the principle established in Pennock v. Dialogue, 2 Pet., 1; wheroby
the patent would become void. J[¥d., 207,

ACT OF 1832, CHAPTER 208s.

* 4 StATUTES AT LARGE, 577.

| Obsolete: Repealed by Act of 1836, § 21.]

An Act concerning the issuing of patents to aliens, for
useful discoveries and inventions.

Be it enacted, by the Senate and House of Represent-
atives of the Uniled States of America tn Congress
assembled, That the privileges granted to the aliens de-
scribed in the first section of the act, to extend the nrivi-
lege of obtaining patents for useful discoveries and in-
ventions to certain persons therein mentioned, and to
enlarge and define the penalties for violating the rights
of patentees, approved April seventeenth, eighteen hun-
dred, be extended, in like manner, to every alien, who,
‘at the time of petitioning for a patent, shall be resident
in the United States, and shall have declared his inten-
tion, according to law, to become a citizen thereof: Pro-
vided, That every patent granted by virtue of this act
and the privileges thereto appertaining, shall cease and
determine and become absolutely void without resort to
any legal process to annul or cancel the same in case of a
failure on the part of any patentee, for the space of one
year from the issuing thereof, to introduce into public
use in the United States the invention or improvement
for which the patent shall be issued; or in case the same
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for any period of six months after such introduction shall
not continue to be publicly used and applied in the
United States, or in case of failure to become a citizen of
the United States, agreeably to notice given at the earli-
est period within which he shall be entitled to become a
citizen of the United States.

Approved July 13th, 1832,

ACT OF 1836, CHAPTER 8517.

6 StaTuTES AT LARGE, 117.

[This Act still in Force.]

An Act to promote the progress of the useful arts, and
to repeal all acts and parts of acts heretofore made for
~that purpose. (a)

SrcTiON 1. Be it enacted by the Senate and House of
Lepresentatives of the United States of America in Con-
gress assemblzd, That there shall be established and at-
tached fo the Department of State (4) an office to be
denominated the Patent Office, the chief officer of which
shall be called the Commissioner of Patents, to be ap-
pointed by the President, by and with the advice and
consent of the Senate, whose duty it shall be, under the
direction of the Secrctary of State, to superintend, exe-
cute, and perform all such acts and things touching and
respecting the granting and issuing of patents for new
and useful discoveries, inventions, and improvements, as
are herein provid:d for, or shall hereafter be, by law,
directed to Le done and performed, and shall have the
charge and curtody of all the books, records, papers,
models, machines, and all other things belonging to said
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office. And said Commissioner shall receive the same
compensation (¢) as is allowed by law to the Commis-
sioner of the Indian Department, and shall be entitled to
gend and receive letters and packages by mail, relating to
the business of the office, free of postage. (d) |

(¢) PoLicy OF THE PATENT LaAws.

1. Many of the provisions of our patent acts are derived from the
principles and practice which have prevailed in England. And though
the know: and settled construction of the English statute of Monopo-
lies, by their courts of law, has not beon received by our courts with
all the weizhit of authority, yet the construction of that statute by the
English courts, and the principles and practice which have regulated
the grants of English patents. afford materials to illustrate our statute.
Pennock v. Dialogue, 2 Pet., 13.—St1ORY, J.; Sup. Ct., 1829,

2. The intention of the patent laws i8 to promote the progress of the
useful arts. by the benefits granled lo tnveniors, not by those accruing
to the public, after the patent has expired, as in England. Intended
for their benefit and security, the law should be construed favorably
and beneficially in favor of patentees. Whitney v. Emmetf, Bald.,
321-323.—~BALDWIN, J.; Pa, 1831,

3. The settled purpose of the United States has ever been to confer
on the authors-of useful inventions an exclusive right in their inven-
tions for the time mentioned in their patent. It is the reward stipu-
lated for the advantages derived by the public from the exertions of
the individual, and i3 intended as a stimulus to those exertions, The
laws passed for such purpose should be construed in the spirit in
which they have been- pnssed, and should be fairly executed by the
United States. Graut v. Haymond, 6 Pet,, 241, 242,—MARSHALL, Ch.
J.: Sup. Ct., 1532.

4. The great object and intention of the patent acts i to secure to
the public the advantages to be derived from the discoveries of indi-
viduals, and thc means it employs are the compensation made to those
individuals four the tijne and labor devoted to those discoveries, by the
exclusive right to make, use, and se¢ll the thing discovered for a limited
time, JUid., 243.

6. The Constitution of the United States, in giving authority to Con-
gross to grant patents for a limited period, declares the object to be to
promote the progress of science and the useful arts, an object as truly
national and meritorious, and well founded in public poliey, as any
which ean possibly be within Lhe scope of national protcetion. Hence
it lins always bLeen the course of the Amerjcan courts—and latterly of
the English-—to construe patents fairiy and liberally, and not subject
them to any overnice and coritical refilnements. .dmes v. Houzard, 1
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Sumn 485.—STORY. J.; Mass,, 1833. Blanchard v. Sprajue, 3 Sumau.,
639, 540.-~3TORY, J.; Mass,, 1839. +

6. The patent law gives 'to inventors a monopoly, but not in an
odious sengd. It takes nothing from the community at large, but
secures to them the greatest benefits. To secure to inventors the
remuneration for their time, ingenuity, and expense, a liberal construc-
tion should.be given to the law. Brooks v. Bicknell, 3 McLoan, 437.—
McLzaN, J.; Ohio, 1844. Parker v. Huworth, 4 McLean, 372.—Mc-
LEAN, J.; Ik, 1848. Parker v. Stiles, 5 McLean, 64, 56.—~LEAVITT,
J.; Ohio, 1849. Bloomer v. Slolley, 5 McLean, 162,—McLeax, J.;
Ohm 1830 LParker v. Sears, MS.—GRIER, J.; Pa., 1850. Gocdyear
V. Radraads 2 Wall,, Jr., 363, —-—GRIER., J.; N. J 1853, Allen v. Hun-
ter, 6 McLean, 306. --—MULFAN J.; Olio, lBa5

7. Patents are not to be treated as mere monopolies, odious in the
eyes of the law, and therefcre not to be favored; nor are they to be
construed with the utmost rigor, as siriclissims Jurw Ames v. Howard,
1 Sumn.,, 486.—STORY, J.; Mass.,, 1833.

8. The patent laws are 'not made to encourage monopolies of what
before belonged to others, or to the public—which is the true idea of a
mounopoly—Dbut the des:gn is to encourage genius in advancing the
arts, through science and ingenuity, by protecting its productions of
what did not before exist, and of what never belonged ta another per-
son, or the public, Davoll v. By own, 1 Wood, & Min., 57..—~Wo0ODBURY,
J.; Idass 1845. -

9. The p..ltent acts ha“e been passed for the promotion of the useful
arts—for the ultimate benefit of the republic, and not for the scle
berefit of inventors and patentees. It is for the ultimate benefit of the
public, that privileges are granted to inventors, allowed to operate, and
protected for limited times for their dircet benefits. Day v. Unon Rub,
Co., 3 Blatehf,, 600.—HaLy, J.; N. Y, 1856, Kendall v. Winor, 21
How., 327, 328.—DANIEL, J.; Sup. Ct., 1838.

10. The power granted by the patent laws is domestic in its churac-
tor, and necessarily tonfined within the limits of the United States.
The patent acts do not and were not intended to operate beyood the lim-
its of the United States, and the patentee’s right of property and exclu-
give use cannot extend beyond the limits to which the law itse!f is cun-
fined. Brownv. Duchesre, 19 How., 195.-—TANEY, Cli, J.; Sup. Ct., 1856,

Sce also DIGEST PAT. CASES, title PATENT, P. 1; STATUTES, B. 2.

(b) The Patent Office is now attached to the Department of the In.
terior, and the Secretary of the Interior performs all the duties con-
nected therewith formerly devolving upon the Sscretary of State, Act
of 1849, § 2.

(c) Salary now fixed at $4,500, Act of 1861, § 4.

(d) The frauking prtvllege was annulled by the * Act to reduce 1he
rates of postage,” approved March 3d, 1845; but was again resiored
by the “ Act iv establish vertain post routes, and for other purposes,’
approved March 3d, 1847. See also act of 1818, § &
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"SEctioN 2. And be it further enacted, That there shall
be, in said office, an inferior cfficer, to be appointed by
the said principal cfficer, with the approval of the Secre-
tary of State, to receive an annnal salary of seventeen
hundred-dollars (@), and to be called the Chief Clerk of
the Patent Office; who in all cases during the necessary
absence of the Commissioner, or when the said principal
office shall become vacant, shall have the charce and
custody of the seal, and of the records, books, papers,
machines, models, and all other things belonging to the
caid office, and shall perform the duties of Commissioner

during such vacancy. () .And the said Commissioner
" may also, with like approval, appoint an examining clerk,
at an annual salary of fifteen hundred dollars; two other
clerks, at tweive hundred dollars each, one of whom thall
be a competent draughtsman; one other clerk, ut one
thousand dollars; a machinist at twelve hundred and
fifty dollars; and a messenger, at seven hundred dol-
lars. (¢) And said Commissioner, clerks, and every other
person appointed and employed in said office, shall be
disqualified and interdicted from acquiring or taking,
except by inheritance; during the period for which they
shall hold their appointments, respectively, any right or
interest, directly or indirectly, in any patent for an inven-

tion or discovery which has been, or may hereafter be,
granted.

(a) Salary increased to $2,600 by act of 1861, § 4.

(0) 1. Under this section the chief clerk has been considered as the
“acting Commissioner,” whenever the Commissioner has been unable
wo discharge his duties from any necessary cause, as well as when a
vacancy occurs from death or resignation. Woodworth v. Hall, 1. W ood.
& Min,, 392,—WooDBURY, J.; Mass., 1846,

2. Tho appointment of an acting Commissioner will be presumed to
have been duly made, where drawn in question, incidentally or collai-
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ernlly, if it bo shown that the person certifying is in the public dis-
chargoe of those duties. Woodworth v. Hall, 1 Wood. & Min., 2b65.—
WoonBURY, J.; Mass., 1846,

3. The certificato to a patent made by a person as “acting Commis-
sioner,” is legal and sufficient. Wilson v, Hosseau, 4 How., 663, 668.—
NELSoN, J.; Sup. Ct., 1845. Woodworth v. Hali, 1 Wood. & Min,, 254.
—WoobBURY, J.; Mass, 1846. York & Md. K. R.v. Winans, 17 How.,
41.--CAMPBELL, J.; Sup. Ct., 18b4.

See also DiGEST PAT. CASES, title COMMISSIONER OF PATENTS, G.

(c) 1. As to the appointment of additional examiners, see act of 1837,
8 11; act of 1839, § 1; act of 1856, §§ 9,410; and act of 1860, § 5.

2. The Comimissioner of Patents is now authorized to appoint addi-
tional examiners, not exceeding four in each class. Act of 1861, § 7.

SEcTION 8. And be it further enacted, That the said
principal officer, and every other person to be appointed
in the said office, shall, before he enters upon the duties
of his office or appointment, make oath or aflirmation
truly and faithfully to execute the trust committed to
him. And the said Commissioner and the Chief Clerk
sball also, before entering upon their duties, severally
give bonds, with sureties, to the Treasurer of the United
States, the former in the sum of ten thousand dollars, and
the latter in the sum of five thousand dollars, with condi-
tion to render a true :nd faithful account to him or his
guccessor in office, quarterly, of all moneys which shall be
by them respectively received for duties on patents, and
for copies of records and drawings, and all other moneys
received by virtue of said office.

SECTION 4. And be it further enacted, That the said
Commissioner shall cause a seal to be made and provided
for the said office, with such device as the President of
the United States shall approve; and copies of any
records, books, papers, or drawings,” belonging to the
said office, under the signature of the said Commissioner,
or, when the office sliall be vacant, under the signature
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of the Chief Clerk, with the said seal affixed, shall be
competent evidence in all cases in which the original
records, books, papers, or drawings could be evidence, (@)
And any person making -application therefor may have
certified copies of the records, drawings, and other papers
deposited in said office (§), on paying, for the written
copies, the sum .of ten cents for every page of one hun-
dred words (c); and for copies of drawings, the reason:
able expense of making the same.

(@) 1. A certified copy of an assignment is competent evidence, and
the party cannot be required to produce the originals. Drooks v. Bick-
nell, 3 McLean, 436.—MCLEAN, J.; Obhio, 1844.

2. Certifled copies of papers and drawings, on file in the Patent
Office, must be received in evidence when offered. If they are dis-
cordant, tliey may destroy the effect of each’other; but they nced not
(.on%u in every particular, Emerson v. Hogy, 2 Blat.chf 12,~~BE1TS,.J. ;
N 1840,

3. Certified copies of papers in the Patent Office are »rima facic evi-
dence of the genuineness of the original, on file, and absolutq evidence
of‘ the correctness of the copies from the records. Parker v Haworth,

4 McLean, 371.—~McLEAN, J.; IIl., 1848.

4. A certified copy of an asmgnment of a patent, from the Patent
Office, is prima facie evidence of the genuineness of the original. Lee
v. Bland, y, MS.—McLrAN, LeAVITT, JJ.; Ohio, 1860,

5. A former and defective certified copy of a patent may be corrected
by 2 full and corrected certitied copy. Brooks v. Bicknell, 3 McLean,
434.—McLEAN, J.; Ohio, 1844. Woodworth v. Hall, 1 Wood. & Min,,
260.—WO0ODBURY, J.; Mass,, 1846,

() 1. The Commissioner of Patents having under his care and cus-
tody the records as to patents, it is8 his duty to give authenticated
copies to any person demanding the same, on payment of the legul
fees; but a2 demand accompanied by rudeness and insult is not a legal
demand, Boyden v. Burke, 14 How,, 5683.—QRIER, J.; Sup. Ct., 185’

2. The officer intrusted to give COplEB of papers or dramngs, in pat-
ent cases, has no concern with the purpose for which asked. The
pulmy of the law rather requires than forbids that copies should be
given when asked for. A4non., 1 Opin., 171.-~-PINCKNEY, Atty.-Gen.;
1812.

(c). Copies of papors cannot be taken by third persons. They must
be made by the proper o[ﬁcer, and the fees paid therefor. Anon., 2
Opin., 456,—TANEY, Atty.-Gen.; 1831,

Sce also DIGEST PAT. CASES, title COPTES OF PM!IJRE,
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SECTION 5. [Enlarged by act of 1837, § 6] And be it
Jurther enacted, That all patents issued from said office
shall be issued in the name of the United States, and
under the seal of said office, and be signed by the Secre-
tary of State (@), and countersigned by the Commissioner
of the said office, and shall be recorded, together with
the descriptions, specifications, and drawings, in the said
office, in books to be kept for that purpose. Iivery such
patent shall contain a short deseription or title of the
invention or discovery, correctly indicating its nature and
design (0), and in 1ts terms grant to the applicant or ap-
plicants (¢), his or their heirs, administrators, executors,
or assigns, for a term not exceeding fourteen years (¢),
the full and exclusive right and liberty of making, using,
and vending to others 1o be used, the said invention or
discovery (e, referring to the specifications for the par-
ticulai® thereof, a copy of which shall be annexed to the
patent, specifying what the patentee claims as his inven-
tion or discovery. (/)

(a) Now signed by the Secrotary of the Interior. Act of 1819, § 2.

(0) The phraseology of this act, in respect to what the patent shall
contain, was changed from that contained in the acts of 1790 and 1793,
in order to conform to the usage and-construction under the act of
1793 (of inserting the wliole descriptive portion of the petilion inthe
patent), as such course sometimes was misunderstood, and led to mis-
eonvtru?ztlons Hogg v. Emerson, 6 How., 482 ---WOODBURY J.; Sup.
Ct., 184

(c) Patonts can now issue, by section 6 of the.act of 1837, to the
assigneo or asgignees of the inventor.

(d) 1. The term of the patent is now exionded fo seventeen years,

Act of 1861, § 16,
- 2. A patent may be issued for a Jess term of years than fourtecn,
The restriction is on the maximun only, not on the minimum. Sulli-
van's Case, Opin., Gilpin's Ed., 1841, 168,—Winr, Atty.-Gen.; 1818,

3. A patentee under this section 13 not obliged to claim the whole
fourteen yoars. He may walve his claim to a part of the term, in favor
of the publie, by antedating it, or he may take a patent for a term less
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than fourteen years, or he may seek protection against strangers for =ix
months previous to the isaue, if in that time he has made application
aund is seeking in good faith and with reasonable diligence to perfect
Iﬁis specifications. Cushman, Ex party, MS. (App. Cas.)—Duxrop, J.;

. C., 1868,

(¢) 1. The exclusive grant of a patent is the construclion and use of
the thing pajented. The patent law protects the thing patented, and
not the product. DBoyd v. Brown, 3 McLean, 297.—~MoLEAN, J.; Ohio,
1843, .

2, It does not cover the products of the patented machine. Jbid,
297, Simpson v. Wilion, 4 How., T11.—NELSoN, J.; Sup. Ct., 1845,
Goodyear v. The Railroads, 2 Wall,, Jr.—Griex, J.; N. J., 1863.

3. At common law, an inventor has no exclusive right to mu:ke and
vend his inveution, after he has publighed it to the world. Such ex-
clusive right is the creature of the statute, which also preseribes the
remedy for its violation. Dudley v. Mayhew, 3 Comst., 13-17.—8TRONG,
l].; N. Yq 1849, .

4. The fuct that a party hng a patent, giving him the exclusive right to
make, use, and sell a particular medicine, does not confer upon him the
right to praclise as a physician, and nse such medicine in any particu.
Inr State, except in conformity with the laws of such State. -Jordan v.
Orerseers of Poor, 4 Ohio, 310.—LANE, J.; Ohio. 1831. Thompson v.
Staats, 15 Wend., 395.—NELsON, J,; N. Y., 1836.

3. A party has not necessarily a right to use an inventiomny in any
State, merelv because he has a patent for it under the United States.
Vannani v. Paine, 1 Harrington, 68, —ROBINSON, J.; Del,, 1833.

6. Where V. had a patent for a plan for constructing and drawing
loiterics, and had obtained a patent therefor, but there was a State law
prohibiting lotteries, except under certain couditions, which the plain-
tiff snd bLis associates had not complied with, Held, that V. was not
eutitled to any relief. by way of injunction or otherwise, for uny alleged
use of his invention in the State. Ibid.,, 69, ‘

7. The Commissioner of Patents, in issuing letters patent, does nob
warrant the same, nor does the patent bind the Government more than
it does private persons; but the validity of snch patent is open to
inquiry, either in whole or in part, whether at the instance of private
persons or of the Government. A patent does not conclude anyhody.
' Morton's Anesthet ¢ Palent, 8 Opin., 276.—CusrINg, Atty.-Gen.; 1856.

8. Letters patent issue subject to all legnl objections that may be
brought against them. Shreeve v. United States, MS —LORING, J.; Ci.
Claims, 1859. |

9, In using the word patent, it is to be understood as including the
patent, the specification attached to it, with the model and drawings in
the Patent Qifice. Whitney v. Enimelt, Bald,, 314.—BaLnwiy, J.; Pa,,
5831. Ioyg v. Enerson, G How., 478, 482, 485.—W0ODBURY, J.; Sup.

t., 1841.
10. Under the act of 1790, a patent was made p.70na fucie evidence
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that act was repealed by the act of 1792, and thai provision was not
re-cnacted in it.  Ifence a patent was not received in courts of justice
ns even prima facie cvidence that the invention patented was new or
useful, but the plaintiff was bound to prove these facts in order to'make
out his case. But the act of 1836 introdnced a new system, and under
it—its inquisition and examination—a patent ig received as pr.ma face
evidence of the truth of the facts stated in it. Cwraing v. Burden, 15
How,, 270, 271.—GRIER, J.; Sup. Ct., 1853. Allen v. Hunt-r, 6 McLean,
204, 305.—MCcCLEAN, J.; Olio, 138065, Teese v. Phelps, 1 Mclllister, 49,
-—~MCALLISTER, J.; Cal, 1865. Cahoon v. King, MS.—CLIFFORD, J.;
Me., 1859,

(/) Under the patent laws since 1836, the specification is always
annexed to and forms a part of the letters patent. Pitis v. Whttman, 2
Story, 621.—Stoxy, J.; Mass.,, 1843, '

Sce also DIGEST PAT. CASEs, title PATENT, D. 1, 2; E, H, L, P, 1, 2.

SECTION 6. And be it further enacted, That any person
or persons, having discovered or invented any ncw and
useful art («), machine (&), manufacture, or composition
of matter (¢), or any new and useful improvement (d) on
any art, machine, manufacture, or composition of matter,
not known or used by others (¢) before his or their dis-
covery ot invention (/) thereof, and not, at the time of
his application for a patent, in puhlic use or on «ale, with
his consent or allowance, 23 the inventor or discoverer ;h
and shall desire to obtain an exclusive property therein,
may make application, in writing, to the Commissioner of
Patents, expressing such desire, (¢) and the Commissioner,
on due proceedings had,” may grant a natent therefor.
But before any inventor ghall receive a patent for any
such new invention- or discovery, he shall deliver a writ-
ten description of his Invention or discovery, and of the
manner and process of making, constructing, using, and
compounding the same, In such full, clear, and cxact
terms, avoliding unnecessary prolixity, as to enable any
person skilled in the art or science to which it appertains
or with which it is most nearly connected, to make, con
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struct, compound and use the same (%) ; and 1n case of any
machine, he shall fully explain the principle and the
several modes in which he has contemplated the applica-
tion of that principle or character by which it may be
distinguished from other inventions (¢); and shal par-
ticularly specify and point out the part, improvement, or
combination, which he claims as his own invention or
discovery. () He shull, furthermore, acecompany the
whole with a drawing, or drawings (%), and written
references, where the nature of the case admits of draw-
ings, or with specimens of ingredients, and of the compo-
gition of matter, sufficient in quautity for the purpose of
experiment, where the invention or discovery is of a
composition of matter; which descriptions and drawings,
signed by the inventor and attested by two witnesses,
shall be filed in the Patent Office ; and he shall moreover
furnish a model of his invention, in all cases which admit
of a representation by model, of a convenient size to
exhibit advantageously its several parts. (!) The appli-
cant shall also make oath or affirmation (m) that he does
verily believe that he is the original and first inventor or
discoverer of the art, machine, composition, or improve-
ment, for which he solicits a patent, and that he does not
know or believe that the same was cver before known or
used; and also of what country he is a citizen; which
oath or affirmation may be made before any person
authorized by law to administer oaths, ()

(a¢) 1. When art is spoken of as the subject of a patent, it is not an
art in the abstract, but it is an art as explained in tho specification,
and iilustraied by a machine, or model, or drawings, when of a charuc-
ter so to be. It means a usetul art or mamufacture, which must be
described with exactness in its mode of operation, and which can be
protected only in the mode and fo the extent described, Smifh v.
Downing, MS.~—~Wo00DBURY. J.; Mass,, 1860.
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2. In the Bnglish patent laws the word ‘“art " is not used at all. In
ours, as well as in our Constitution, the word art means a useful art,
or 2 manufacture which is heneficial, Jbid.

3. A process, ¢o nowntne, is8 not the subject of a patent, under our
lawe, It is included under the general term “useful art,” and an art
may require one or more processes or machines, in order to produce a
certain result or maunfacture. Corning v. Burden, 15 How., 267.—
GRIER, J.; Sup. Ct., 1853. -

Sec also DIGEST Par. CASES, titles ART; PROCESS.

() 1. The term machire includes every mechanical deviee or combi-
nntion of mechanical powers and devices to perform some function and
produce a certnin effect or result.  Corning v. Burden, 156 How., 267.—
Grier, J.; Sup. Ct., 1853,

2. A patent cannot be for the fanction or abstract effect of a ma-
chine, but only for the machine itself. Jbid., 268,

3. A new process is usually the result of discovery; a machine of
invention., J[Jiid., 268,

4. One may discover an improvement in & proceds, irrespective of
ony particular form of machiuery; and another may invent a labor-
saving wachme, by which the operation or process may be performed,
and each may be entitled to a patent. JSbid., 268.

5. The word *machine” in the statute includes new combinations
us well as ngw organizations of mechanism. Winlernwle v. Redinglon,
MS.—WiLsoy, J.; Ohio, 1856,

Sce also DIGEST PAT. CasEs, title MAcHiINEs, A.

(¢) 1. It is not necessary that every ingredient, or that any one in-
gredient used by the patentee in his invesntion, should be new or un-
used before, for the purpose intended. The true question is whether
the combination of materials usad by the patentee ig substantially naw,
Ryan v. Goodwin, 3 Sumn., 518,—STORY, J.; Mass., 1839,

2. Thero i3 a wide difference between the invention of a new method
or process, by which a known fibrie, produet, or manufacture is pro-
duced in a better and cheaper way, and the discovery of a new com-
pound, substance, or manufuacture, having qualities never found to exist
together in any other material. Goodyear v. The Railrouds, 2 Wall,
Jr, 360.—GRIER, J.; N. J., 1853.

3. In the first case the inventor can patent nothing but his process,
and not his composition of matter; in the latter, both are new and
original, and both patentable; not severally, but as one discovery or
inveution. Jbid.,, 361.

Sec also Diaesc PAT. CAsSES, titles CoMPOSITION OF MATFER; MaNU-
FACITURE, ARTICLE OF.

(d) 1. An “improved machine,” and “an improvement on a ma-
chine,” are substantially the sane. DBuoretl v. e/l 1 Mass., 476,—
SrorY, J.; Mass, 1818, Lreans v. Edon, 3 Wheat,, 517.—ARSHALIL,
Ch, J.; Sup. Ct., 1818.

2. An.improvement has essential referonce fo a subject-matter to be
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improved. It is not an original, but embraces. and either adds to or
alters, the orizinal. ZFage v. Ferry, M3.—~WILK:N3, J.; Mich., 1837.

Ses also Diorsr PAT. Casks, title IMPROVEMENES.

(¢) 1. The words * by others.” in this secction, were probably added
by way of explanation of the doubt formerly entertuined on the sub-
Ject, whether a use by the pateatee himself of his invention before
application, would deprive him of a right to 8 patent; and to coutirm
the decision in lennock v. Dialogue, 2 Pet., 18-22, that a prior use, to
invalidate a pateut, must have been by others than the inventor. Kzed
v. Culler, 1 Story, 891.~STORY, J.; Mass, 1841. _

2. Such words do not denote a plurality of persons by whom the use
should be known, but that the use should be known by some other
person or persons than the patentee, [fbid., 597, 598.

3. The wnrrds * not known or used” are qualified by sgection 15, and
mean 8 knowledae or use existing in 8 manner accessib’'e to the pub-
iec. Gaylxr v. Wilder, 10 How., 497.~TaxEgy, Ch. J.; Sup. tt., 1850.

As to priority of invention, see alsn DIGEST PAT. CAsEs, titles INVEN-
Tioy, G ; INveENTOR, B.; aud PRior KNXOWLEDGE. +

(f} 1. Under the Constitution and laws of the United States re-
gpecting patents, discovery is gynonymnus with tnvention, Kemper, Er
parle, MS, (App. Cas.)—Crancnt, Ch. J.; D,.C, 1841.

2. An invention resting in mere theory,.or in intellectnal notion, or
imperfect experiments, and not reduced to practice, is not patentable.
Reed v. Cutler. 1 Story. 590.—~ST1ouy, J.; Mass,, 1841,

3. Conceiving the idea of an improvement or machine is not inven-
tion. Ihildreath v. Heath, MS. (App. Cas.}—Craxon, Ch. J.; D. O,
1841.

As to what is invention, sce DiaesT PaT. Cases, title INVENTION, A,
and the several titles, ARr; CoMPOSITION OF MATIER, A.; COMBINA-
TION; DISCOVERY ; IMPROVEMEN1S, A.; MACHINES, A.; MANUFACTURE,
ARTICLE OF ; NLw APPLICATION ; PRINCIPLE.

(g) Under the present practice of the Patent Office, two distinet and
separate inventions cannot be included in one applicatinn, except
wlere they have a necessary and dependent connection with eack
other, and all co-operate in attaining the end sought.

(h) 1. The description should be accommodated to the comprehen.
sion of any practical mechanic, without taxing his genius or inventive
powers. Gray v. James, Pet. C. C., 401.—Wasnixgroy, J.: Pa., 18117.

2. It i8 not enough, however, if, from tho do:cription, some very
skilful artisan could muke and use it, but persons ot ordinary skill
must be able {0 do so; and must bo able not only to construet but to
use the mackine for a useful purpose. Lippt.cott v. Kelly, 1 West. Law
Jour,, 51d4.—Irviy, J.; Pa., 1844, .

3. No description will fulfil the demands of the law but such as is
of record, and of which al! the world may have tho lLenefit. Dixon v.
Moyer, 4 Wash. 73.—Wasmyeron, J.:; Pa., 1821.

4, The object of this provision is twofold: 1, that when tho torm hag
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expired, and the invenlion becomes public property, such means of
information may be accessible through tho Patent Olfice as will enablo
others to avail themselves of its benefits; and 2, that while the patent
is in force, others may be informed of the precise claim of the patentee,
and not ignorantly infringe his exclusive right. Parker v. Stiles, b
McLean, 55.~LEAVITT, J.; Ohio, 1849. Brooks v. Bicknell, 3 McLean,
441.—MOLEAN, J.; Ohio, 1844. Judson v. AMoore, MS.—~LEAVITT, J.;
Ohio, 1860.

5. But the specification neced not particularly describe the operation
of mechanism which is well known by persons acquainted with the
art, Kneass v. Schuylill Bank, 4 Wash, 14.-—WASHINGTON, J.; Pa,
1820. Brooks v. Bicknell, 3 McLean, 447, 448.—McLEAY, J.; Ohio,
1844. JEmerson v. Hogg, 2 Blatchf,, 9.-~~BETTS, J.; N. Y., 184b.

See also DIGEST PAT. (CAsSES, titles ComPOSITION OF MATTER, B.;
SPECIFICATION, B.; IMPROVEMENT, B.

(#) 1. This section seems clearly to show that a patentee may law-
fully unite in one patent all the modes of applying his invention con-
templated, and all the different sorts or modifications of machinery, by
which it may be applied, and if each were new the patent wonld cover
them all.  Wyeth v. Stone, 1 Story, 292.—SToRY, J.: Masy,, 1840,

2. It is the duty of an inventor to*describe in his specification the
several different modes or devices or modifications known to him of
his invention. Sargent v. Curler, 11 Mo, Law Rep., 665.—CvURTIS, J.;
Mass., 1858, ‘

Sec also DIGEST PAT. CASES, litle MACHINES, B,

(7) 1. Tho summing up or cloim is conclusive upon the right and
titleoof‘ the patentee.  Wyelh v. Stone, 1 Story, 285.—~STORY, J.; Mass.,
1540,

2. The claim is the most material part of the specification, Many v.
Jagger, 1 Blatehf, 378.—-NgLsoN, J.; N. Y., 1848,

3. Although u patentee does not expressly claim equivalents, he is
understood Lo embrace them, and in contemplation does embrace them.
Byam v. Farr, 1 Curt., 263.—CUKRNS, J.; Mass., 1852,

Sce also DIGEST PAT. Casks, title PATENTS, P. b.

(%) 1. Drawings aunexed, and referred to in the specification, con-
stitute a part thereof; and they may be resorted to to aid the desgrip-
tion, and to distinwuish the thing pateuted from other things known
before, Farle v. Sowyer, 4 Mass., 9.—S10RY, J.; Mass., 1825,

2, References to the drawings in the speciticaiion are not requisite
to the validity of a putent, unless they are necessary to an understand-
ing of the invention, Brooks v. Beknell, 3 McLean, 261.—MeLEAYN, J.;
Olnvo, 1843, Wushburn v, Gould, 3 Story, 133.—STORY, J.; Mass,, 1844,

3. The deseription of a machine or imprevement, aceompamed by a
drawing, may, in many cases, Le understood without references.
Jbid., 262,

4. The drawings may be signed by the inventor, or by his attorney
for him. Anon., MS.—BLackK, Atty.-Gen.; 1859.
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6. Duplicate drawings are now required. Act of 1837, § 6.

6. Drawmgs should be in duplicate, twenty inches by hfwen in size;
one on thick drawing-paper, colored and shaded, and the other on
tracing-cloth, and should be in perspective, with detached sectional
and plane views.

7. In the case of designs, photographs may be substituted for draw-
ings, but the * negatives " must be seut to the Patent Office.

See also DIGeST Par. CasEg, title DRAWINGS.

(1) 1. Models and drawings are a part of the lettors patent, and may
be resorted to for clearer informnation respecting the invention de-
scribed in the specification. Hogg v. Fmerson, 6 How., 485.—W0OD-
IE)URY, J.; Sup. Ct., 1847, Sitephens v. Salishbury, MS,~—~MORSELL, J.;

. C., 1855,

2. Models should be made of durable material; and, if of wood, should
be stained, painted, or varnished, and should not be more than one
foot in longth and height, unless a larger model is necessary to exhibit
the invention,

3. In the cese of & design, which can be sufficiently represented by a
- drawing, a model may be dispensed with.

Sce also DIGEST PAT. CAsEs, title MODELS,

(m) 1. The taking of the oath by the inventor is but a prerequisite
to the granting of a patent, and in no degree essential to its validity.
If, therefore, not conformable to the statute it is no objection to the
patent. W hittemore v. Cu tter, 1 Gall,, 433,—STORY, J.; Mass., 1813,

2. The oath extends to all the BG]JEdUlB or apec:ﬂcatlon no less than
to the title of the invention. Hogg v. Emerson, 6 How., 482,—~W00D-
BURY, J.; Sup. Ct., 1847,

3. Thoe declaration admitted under the English law cannot be sub-
stituted in place of the oath. Azon,, 3 Opin,, 632.—GILPIN, Atty.-Gen.’;
1840,

4, Affirmation may be substituted in place of an oath, when the
person of whom it is required is conscientiously acrupulous of taking
an oath. Act of 1837, § 13.

5. As to the persons before whom the oath may be taken, when the
applicant is not, for tho time being, residing in the United States. .Act
of 1842, § 4.

See also DIGEST PAT. CASES, title OATH.

(n) 1. The act of 1836, sections 6 and 15, and the act of 1837%, section
9, are to be construed, as to originality of invention, as though they
were embodied in one act, sSwith v. Ely, 6 McLean, 84.—MCLEAN,
J.; Ohio, 18.19,

2. The things specified in this section are prerequisites to the grant-
ing of a patent, and uunless these prerequisites aro complied with, a
party sued for an infringement of the patent may show that they have
not been complied with, and in that mode defeat the action of the sup-
posed inventor. Ransom v. Aayor, dc., of New York, MS.—HALL, J.;
N Y., 1856,
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SectioN 7. [Amended by act of 1839, §§ 7-11: repealed
in part by act of 1839, § 12; and act of 1863, § 1.] And
be it further enacted, That, on the filing of any such ap-
plication, description, and specification, and the payment
of the duty hereinafter provided, the Commissioner shall
make or cause to be made, an examination (a) of the
alleged new invention or discovery; and if, on any such
examination, 1t shall not appear to the Commissioner that
the same had been invented or discovered by any other
person in this country prior to the alleged invention or
discovery thereof by the applicant, or that it had been
patented or described in any printed publication in this
or any foreign country, or had been in public use or on
sale with the applicant’s consent or allowance prior to
the application (), if the Commissioner shall deem it to
be sufficiently useful (¢) and important, it shall be his
duty to issue a patent therefor. (d) But whenever, on
such examination, it shall appear to the Commissioner
that the applicant was not the original and first inventor
or discoverer thereof (e), or that any part of that which
is clatimed as new kad before been invented or discovered,
or patented, or described in any printed publieation in
this or any foreign country, as aforesaid, or that the
description is defective and insufficient, he shall notify
the app'icant thereof, giving him, bricfly, such informa-
tion and references as may be uscful in judging of the
propjety of renewing his application, or of altering his
sp-cification to embrace only that part of the invention
or discovery which is new. (/) In every such case, if
the applicant shall elect to withdraw his application, re-
linquishine his claim to the model, he shall be entitled to
receive back twenty dollars, part of the duty required by
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this act, on filing a notice in writing of such election in
the Patent Office, a copy of which, certified by the Com-
missioner, shall be a sufficient warrant to the treasurer
for paying back to the said applicant the said sun of
twenty dollars, (g) But if the applicant in such case,
shall persist in his claims for a patent, with or without
any alteration of his specification, he shall be required to
make oath or affirmation anew (%), in manner as afore-
said. .And if the specification and claim shall not have
been so modified a8, in the opinion of the Commissioner,
shall entitle the applicant to a patent, he may, on appeal,
and upon request in writing, have the decision of a
board of examiners (¢), to be composed of three disin-
terested persons, who shall be appointed for that pur-
pose by the Secretary of State, one of -whom at least, to
be selected, if practicable and convenient, for his knowl-
edge and skill in the particular art, manufacture, or
branch of science to which the alleged invention apper-
tains ;- who shall be under oath or affirmation for the
faithful and impartial performance of the duty imposed
upon them by =aid appointment. Said board shall be
farnished with a.certificate in writing, of the opinion and
decision of the Commissioner, stating the particular
grounds of his objection, and the part or ‘parts of the
invention which he considers as not entitled to’ be pat-
ented. .And the sald board shall give reasonable notice
to the applicant, as well as to the Commissioner, of the
time and place of their meeting, that they may have an
opportunity of furnishing them with such ficts and evi-
dence as they may deem necessary to_a just decision;
and 1t shall be the duty of the Commissioner to furnish
to the board of examiners such information as he may
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possess relative to the matter under their consideration.
Aund on an examination and consideration of the matter
by such board, it shall be in their power, or of a majority
of them, to reverse the decision of the Commissioner, either
in whole or in part, and their opinion being certified to the
Commissioner, he shall be governed thereby in the further
proceedings to be had on such application: Provided,
however, That before a board shall be instituted in any such
case, the applicant shall pay to the credit of the treasury,
as provided in the ninth section of this act, the sum of
twenty-five dollars, and each of said persons so appointed
shall be entitle!d to receive for his services in each case a
sum not ¢xceeding ten dollars, to be determined and paid
by the Commissioner out of any moneys in his hands,
which shall be in full compensation to the persons who
may be so appointed, for their examination and certifcate
as aforesaid,

(a) The proceedings before the Commissioner are initiatory—all re.
lating to the question whether a patent shall issue. Pomeroy v. Con-
nison, MS. (App. Cas.}—Cravcn, Ch, J.; D. C, 1842, Perry v. Cor-
nell, M. (App. Cas.)—Craxcnh, Ch, J.; D. C,, 1847, Secley, L parte,
ALS. (App. Cas.)—MorseLL, J.; D. C,, 1853,

See also Digest PAT, CASES, title APPLIOATION FOR PATENT, A.

(6) 1. An inventor will not be deprived of the benefit of his inven-
tion and a right to a patent, by a use of his invention before his appli-
cation for a patent, without his consent and against his will, and with-
out any laches or misconduct on his part. Pierson v. Eagle Screw Co.,
& Story, 407.—StORY, J.; R. 1, 1844, Fry & Seeley, Ex parte, MS,
(App. Cas.)—MorseLL, . M. C., 1859.

2. The provisions of secuons T and 15 of the act of 1836, introduced
an important modification into the law of patents, designed to protect
the American inventor against the injustice of being thrown out of the
fruits of his ingenuity by the existence of a secret invention or discov-
ery abroad-~that is, a discovery not patented, and not deseribed in any
printed publication. Anon., 6 Opin., 21.—Touvcey, Atty.-Gen.: 1848,

3. If the applicant is an original inventor, and in a condition to make
the oath required, the act requires the Commissioner to issue the pat-
ont, and the courts declare if valid, and establish the American right
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to the exclusion of the foreign discovery, which has not, in either of
the modes indicated by the act of Congress, been comnmunicated to the
public. Jbid, 21. Also Coleinan v. Liesor, MS.—LEavirT, J.; Ohio,
1869. Judson v. Cupe, M3.—LEAvITT, J ; Ohio, 18060,

4. To constitute a prior invention, the party allexed to have pro-
duced it must have procceded so far as to have reduced his idea to
practice, and embodied it in some distinet form, Parkhurst v. Kinsman,
1 Blatehf, 494 —NrLSON, J.; N. Y, 1849. Fowe v. Underwood, NS.—
SPRAGUE, J.; Mass., 1854, . Alen v. Hunter, 6 McLean, 321.~McLEAN,
J.; Ohio, 1855, J[Loppenheusen v. N. Y. G. P. Comdb Co., MS.—INGER-
80LL, J.; N. Y, 1868. Elithorpe v. Roberison, MS.—INGERSOLYL, J.;
N. Y., 1859.

6. The words “prior to the application,” refer only to the ¢ public
use or sale of the invention with the applicant’s consent or allowance,”
and do not refer to sny thing else. Bartholomew v. Suwyer, MS.~—
INGERSOLL, J.; N. Y., 1859,

6. The words * prior to the alleged invention of the applicant,” refer
to an-invention or discovery of some one, other than the applicant, in
this country, and also to a patent or description in this or some foreign
country. Jbid.

7. The true meaning of this.secetion is, that a patent shall issue to
the applicant and be valid, if he is the originator and author of a uses
ful invention, unless the thing invented by him has, prior to his alleged
invention or discovery, been Invented, or discovered, or used by some
one else in this country; or unless the invention of the applicant has
heen patented or described in some printed publication in this or some
foreign country, prior to the alleged invention or discovery of the ap-
plicant; or has becn on sale with the applicant’s consent, prior to his
application for a patent. Jhid.

8. The provision of this section as to the invention liaving been in
use or on sale prior to the application, amended by the act of 1839, § 7.
Seo also DIGEST PAT. CASES, titles PRIOR KNOWLEDGE; PRIOR USE.

(¢) 1. As to the ulility of an invention, all that the law requires
ig, that the invention should not be frivolous or injurioug., The
word wuseful is used In contradistinction to mischievous or immoral.
Whether the invention be more or less useful is unimportant. Lowell v.
Lewis, 1 Mass,, 186.—STORY, J.; Mass, 181%7. Dedford v. Hunt 1
Mass, 303.~—S10RY, J.; Mass, 1817. Furlz v. Sawy.r, 4 Mass.,, 6.—
STORY, J.; -Mass., 1825, Whitney v. Emmelt, Bald.,, 309.~—~BALDWIN,
J.; Pa., 1831. Winans v. Schenec. & Troy R. R., 2 Blatehf, 290.—
NrLsoN, J.; N. Y., 1851. Page v. Ferry, MS.—WILKINS. J.; Mich,,
185%. - Learh, Ex parte, MS. (App. Cas.)}—MERRICK, J.; D. C., 1860.

2. The invention need not be the best for the uge to which it can be
applied. Many v. Jagqer, 1 Blatchf,, 281.—~NELSON, J.; N. Y., 1848,
Roberts v. Ward, 4 McLean, 666.—McLEaN, J.; Mich,, 1849, Wilbur
v. Beecher, 2 Blatehf,, 137.—NELSoON, J.; N. Y., 1850.

Seo also DIGEST PAT. CASES, title INVENTION, D. 1.
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(d) 1. The Commissioner is bound to issue o patent in the case and
under the circumstances mentioned in this section. He has no discre.
tion about it. Hildreath v. Heath, MS. (App. Cas.)—Craxcmh, Ch. J.;
D. C, 1841. Aéken, Ex parle (Car- Wheels), MS. (App. Cas.)—URAXCH,
Ch. J.; D. C, 1850. :

2. When a patent has issued, the jurisdiction of the Commissioner is
exhausted, and he h%s no further control over it, except under section
13, upon application for a reissue. Lomeroy v. Connison, MS. (App.
Cas.)—CnraNCH, Ch. J.; D. C,, 1842.

3. But his power exists in full force until the patent actually issues,
and is not controiled by intervening opinions in proceedings during
the examinuation. Wude v. Malthews, MS,, 6 Opin,, 222.—JOHNSON,
Atty.-Gen.; 13419,

See also D1GeST PAT. CASES, title APPLICATION FOR PATENTS, B,

(¢) 1. The iuventor must be the original inventor as to all the world,
to be entitled to a patent. Reutgen v. Kanowrs, | Wash., 183,.—\Wasn-
INGTON, J.; Pa., 1804. Dawson v. Follen, 2 Wash,, 311.—W ASIIiNG-
TON, J.; Pa., 1808, Lowell v. Lewss, 1 Mass,, 190.—~ST0RY, J.; Mass,
1817,

2. No person, who i8 not at once the firat as well as the original
inventor, by whom {he invention has been perfeeted and put into use,
is entitled to a patent. J[eed v. Cuiter, 1 Story, 596, 598.—3IORY, J.;
Mass., 1841,

3. A subsequent inventor, though an original one, is not entitled to
a patent. Tbid., 596-598.

4. The invention must be original with the inventor, and not known
to others. The only exception exists in the case of a party obtaining
a patent, believing himself to be the original inventor, and his inven.
tivn is shown to have been known in a foreign country, but not patented
there, or described in any printed publication. Parker v. Stiles, b
McLean, 61.—McLEAN, J.; Ohio, 1849,

See also DiGEST Par. Cases, titles INVENTOR, B.; INVENTION, C.

() An original application or specification cannot be amended, to
conformi the specification to the alterations suggested by the Commis-
sioner, except under this section. Dyson, Er parte, MS. (App. Cas, )—
Doxvop, J.; D. G, 1860,

(7) Right of withdiawal exterided to foreigners by act of 1837, seo-
tion 12,

Right of withdrawal, as to applications made after March 2d, 1861,
abolished Ly act of 1831, section 9.

As to the effect of a withdrawal, see DIGEST PaT. CAsEs, title An.
PLICATION FOR PATENIS, C.

(h) The reunewal oath required by this section, is required only whe-
the applicant persists in his application, after having been informed o,
the defeets of his specification. Il the rejection is final. though upon a
first examination, no new oath is’ necessary to enable him to appeal
Crovker, EBx parte, MS. (App. Cas. }—CraNcH, Cl. J.; D. C., 1850.



PATENT LAWS, 123

"Wl

ACT OF 1836, cmar. 357, 8§ 7, 8. IN FOROE.

So much of this section as requires the renewal of the oath, repealed
by the act of 1863, section 1,

(f) 1. By section 11, of the act of 1839, an appeal was given to the
Chief Justice of the Cirenit Court of the United States for the District
of Columbia; and by-section 12 of the same act, the board of exami-
ners was abolished. The right of appeal was afterwards extended, by
the act of 1852, section 4, to either of the assistant justices of such
court.

2. By the act of 1863, section 3, establishing the Supreme Court of
the District of Columbia, and abolishing the Circuit Court, the powers
theretofore exercised by the jndges of the Circuit Court were conferred
upon the justices of the said Supreme Court, severally. Under this
act, appeals are now taken to the justices of said Supreme Court.

3. An appeal lies under this section lo an applicant, upon the refusal
of a patent to him when there is no opposing party. Fultz, Ex parte,
MS. (App. Cus.)—MorseLy, J.; D. C., 1853.

4. There is nothing in the act of 1838 which takes away, or impairs
such right. Jbdd,

6. There is no limitation of time as to an appeal from the decision
of the Commissioner of Patents. Janney, Ex parte, MS. (App. Cas.)—
Craxomn, Ch, J.; D. C, 18417. _

As to right of appeal, duties of Commissioner of Pafents in cases of|
&e., see DIGEST PaT. CAsES, title APPEALS, B.

See also notes to section 8 of this act, and notes to section 11 of the
act of 1839. |

SEctioN 8. [Modified by act of 1839, § 6.] And be it
Jurther enacted, That whenever an application shall be
made for a patent which, in the opinion of the Commis-
sioner, would interfere with any other patent for which
an application may be pending, or with any unexpired
patent which shall have been granted, it shall be the duty
of the Commissioner to give notice thereof to such appli-
cants, or patentees, as the case may be (a) ; and if cither
shall be diesatisfied with the decision of the Commissioner
on the question of priority of right or invention, on a
bearing thereof, he may appeal from such decision, on
the like terms and conditions as are provided in the pre-
ceding section of this act; and the lik2 proceedings shall
be had, to determinc which or whether either of the
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applicants is entitled to receive a patent as prayed for. (4)
But nothing in this act contained shall he construed to
deprive an original and true inventor of the right to a
patent for his invention, by reason of his having previous-
ly taken out letters patent therefor in a foreign country,
and the same having been published, at any time within
six months next preceding the filing of his specification
and drawings. (¢) And whenever the applicant shall
request it, the patent shall take date from the time of the
filing of the specification and drawings, not however ex-
ceeding six months prior to the actual issuing of the
patent; and on like request, and the payment of the duty
herein required, by any applicant, his specification and
drawings shall be filed in the secret archives of the office
until he shall furnish the model and the patent be issued,
not exceeding the term of one year, the applicant being
entitled to notice of interfering applications. -

(7) 1. The interforence mentioned in this section must be an inter-
ference in respect to patentakee matters, and the claims of the appli-
cants must be limited to the matters specifically set forth as their
respective inventions; and what is not claimed is to be considered, for
the purvose of such interference, as disclatmed. A patentable im-
provement 1S not an interference. Ban v. Alrse, MS. (App. Cas }—
Crancy, Ch. J.; D. C.,, 1848,

2. There can be no interference between applications, uuless there
is a substantial identity of the things for which a patent is sought.
Tyson v. Rankin, MS. (App. Cas.)--MORSELL, J.; D. C., 1853.

3. An mterference may be declared between a pendmg application
and an application for a reissue of an existing patent, but the omis-
sion to do 80 at that time does not toke away the right of the Patent
Office to declare such an interference subsequently. Hicks v. Shaver,
MS. (App. Cas.)—DuNLop, J.; D. C., 1861,

4. The Commisgioner has authorlt.y to permit one of two competing
applicants for a patent for a similar tnvention to wilhdraw his applica-
tion, after decision upon an interference, and refile his appllc,atmn, and
to declare a second interference between such last application and the
commpeting one.  Wuade v. AMalthews, & Qpin, 224.—JoHNS0N, Atty.-
Gen.; 18490,
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- 6. A second interference is only a rchearing of the same case.
Fames v. Richards, MS. (App. Cas.)—MERRICK, J.; D. C. 1859,

6. The proceedings in contested cases in thie Patent QOffice have no
resemblance to trials at law. Spear v. Abbott, MS, (App. Cas.)—DUN-
ror, J.: D. C,. 1859.

Seo also DIGEST PAT. CASES, title INTERFERENCE.

(0) 1. The scope of this section is bfoad enough to include the ques-
tion of inlerference as well as that of prierity, if it should arise, on an
appcal to the judge. The guestion of priority necessarily includes
that of interference. JBain v. Morse, MS. (App. Cas.}—CraNcH, Ch.J.;
D. C., 1849. ‘

2. An appeal is given by section 7 to an applicant wt.2,e there is no
bpposing party; and by this section where there arc mterfering appli-
cations ; and there is nothing in the repealing act of 1839 which takes
away or impairs such right. Fully, Ex parte, MS. (App. Cas.)—MOR-
SELL, J.; D. 0., 1853. - ' :

3. Under this section no appeal can be faken from the decision of
the Commissioner of Patents, unless the application for a patent is re-
jocted. In no case can an appeal be taken to the granting of a patent.
LPom:roy v. Conntson, MS, (App. Cus.}—CraNCH, Ch. J.; D. C., 1842,

4. A patentee therefore has no right of appeal from the decision of
the Comimissioner granting a patent to another person, an applicant, in
an interference between such applicant and patentee. JTbid.

5. The word “eithe: : in this section—when speaking of the parties
who may srpeal—applies to the words ‘such applicauts,” 4, e., either of
such applwants. ‘1his construction is sustained by the lancuage below
authorizing the judge, on appeal, “to determine whic.. r whethor
either of the applicanis is entitled to receive a patent as prayed for. Jbid.

6. This decision was followed in Whipple v. Renton, MS. (App. Cas.)
~MORSELY, J.; D, C., 1854, IHopkins v. Barnum, MS. (App. Cas)—
MorseLy, J.; D.C., 18569. Kingsiey v. Herriel, MS, (App. Cus.)~~MOR-
3ELL, J.; D. (8}., 1854. Drake v. Cunningham, MS. (App. Cas.}~MORSELL,

.3 D C., 1855.

7. In a later case, it was held that a patentee has equal right of ap-
peal from a decision of the Commissioner of Patents in favor of an ap-
plicant, and granting him a patent, that an applicant has from a
decision in favor of a prior patentee, and refusing the applicant a
patent. Babcock v Degener, MS, (App Cas.)—MERRICK, J.; D. C., 1859.

8. This decision was followed in Spear v. Albolt, MS, (App. Cas.)—
Dusvuop, J.; D, G, 1859; and Beech v. Tucker, MS. (App. Cas.)—MOR-
SELL, J.; D. C., 1860,

9. The right of appeal is now considered as established in accord-
ance with these later decisionas.

10. As to the requisites of the reasons of appeal, and the jurisdiction
of the justices of the Circuit Court on appeal, and the effect of their
decisions, see notes to section 11 of the act of 1839,

See also DIGEST ’AT. CASES, title APPEALS, B.
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(c) 1. By the act of 1839, section 6, tho obtaining a foreign pateut
more than six months prior to his application here will not debar a per-
gon from receiving a patent, provided the invention hag not been intro-
duced into public and common use in the United States prior to such
application.

2. The provisions of this gection, and of svetion 6 of the act of 1839,
a3 to tho obtaining of patents after foreign patents have been secured,
and as to the date of tho home patent in such ense, relates only to such.
patenis as are applied for here afler the issue of the foreizn patent,
French v. Rogers, MS.—KANE, J.; Pa., 1851.

SectION 9. [Amended by act of 1861, § 10.] And be
it further enacted, That before any application for a pat-
ent shall be considered by the Commissioner as aforesaid,
the applicant shall pay into the Treasury of the United
States, or into the Patent Office, or into any of the de-
posit banks (c), to the credit of the Treasury, if he be a
citizen of the United States, or an alien, and shall have
been resident in the United States for one year next pre-
ceding, and shall have made oath of his intention to
become a citizen thereof, the sum of thirty dollars; if a
snhgect of the king of GI‘Eﬂu Britain, the sum of ﬁve hun-
dred dollars; and all other-persons the sum of three hun-
dred dollars (b); for which payment duplicate receipts
shall be taken, one of which to be filed in the office of the
Treasurer. And the moneys received into the Treasury
under this act shall constitute a fund for the payment of
the salaries of the officers and clerks herein provided for,
and all other expenses of the Patent Office, and to be
called the Patent IFuni.

(@) Fecs may be sent to the Patent Office, or be paid to the Arsistant
Treasurors of the U. 8. at New York City; Boston, Mass. ; and St. Louis,
Mo.: Treasurers of the Mint, Phﬂadelplua Pa.; and Now Orleans, La.:
Surveyor and Inspector of the Customs, Plttsburg, Pa.: Surveyor of
the Customs, Cincinnati, Q.: Collectors of the Customs at Baltimore, Md.;
Buffalo Creek N.Y.; and San Francisco, Cal.: Receivers of Public Mo-
neys at Jeﬁ‘ersgm'ille Ind.; Chicago, 1ll.; sud Detroit, Mich,; and any

Naiional Bank which has been dosignated 8 depoaibory of public money.
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(b) By a subsequent statute, all lJaws fixing the rates of the Patent
Office fees to be paid, and discriminating between the inhabitants of
the United States and those of other countries, which shall not dis-
criminate against the inhabitanis of ihe United States, are repealed,
and a uniform rate of fees established for all. Act of 1861, section 10,

SecrioN 10. And be it further enacted, That where
any person hath made, or ehall have made, any new In-
vention, discovery, or improvement, on account of which
a patent mizht by virtue of this act be granted, and such
person shall die before any patent shall be granted there-
for, the right of applying for and obtaining such patent
shall devolve on the executor or administrator of such
person, in trust for the heirs-at-law of the deceased, in
case he shall have died intestate; but if otherwise, then
in trust for his devisees, in as full and ample manner, and
under the same conditions, limitations, and restrictions
as the same was held, or might have been claimed or en-
joyed by such person in his or her lifetime () ; and when
application for a patent shall be made by such legal rep-
resentatives, the oath or affirmation provided in the sixth
section of this act shall be so varied as to be applicable
to them.

{(a) 1. Under this scction, if an inventor die before he has obtained a
patent for his juvention, no person other than his executor or adminis-
trator can apply for a patent for such invention, and the patent must
be issued to such persons in trust for the heirs-at-law or devisees of
the inventor. Slmpson v. Rogers, 4 Blatchf—INGERSOLL, J.; Ct,
1859.

2. It need not, however, be expressed in the pateat, that it is issued
to such exacutor in {rust for those entitled to it. It will be sufficient
that the patent set forth that it was issued to the grantee as executor.
What the executor does in relation to the properly of the devisor, he

_(}?,?5 in trust for (hose to whom such prop -ty is given by the will,

SecrioN 11. And be it further enacted, That every
patent shall be assignable in law, either as to the whole
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interest, or any undivided part thereof, by any instrument
In writing ; which assignment, and also every grant and
conveyance of the exclusive right under any patent, to
make and use, and to grant to others to make and use («)
the thing patented within and throughout any specified
part or portion of the United States, shall be recorded in
the Patent Office within three months from the exccution
thereof (), for which the assignee or grantee shall pay to
the Commissioner the sum of three dollars. (¢)

() 1. This gection provides for but three kinds of assignments:
1st, As to the whole interest; 2d, As to an undivided pari; and 34,
An cxclusive right in any district, Dlanchard v. Eldridge, 1 Wall,, Jr.,
339.—GRIER, J.; Pa., 1849. Doller v. Llolland, MS.—INGERSOLL, J.;
Ct., 1858.

2. The torm exclusive comprehiends not only an exclusive right to tho
whoie patent, but an exclusive right to the patent in a particular section
of country. Washbura v. Gould, 3 Story, 131.—STORY, J.; Maas., 1841,

3. The moncpoly is capable of subdivision as to locality, and in no
other way. Blanchard v, Eldridge, 1 Wall,, Jr., 340.—~GRIER, J.; Pa,,
1549, Whitlemore v. Culler, 1 Gall,, 431.—STORY, J.; Mass, 1813,
Drooks v. Byam, 2 Story, 525, 652.-~--STORY, J.; Mass,, 1843, Suydam
v. ay, 2 Blatehf.,, 23.~—NELSON, J.; N. Y., 1846, Ritler v. Serrell,
Blatehf,, 383.—BETTS, J.; N. Y., 18062, Washing Mach. Co. v. Karle, 3
Wall, Jr.—GRIER, J.; Pa., 1861,

4, An assignmen{ of a patent may be made as well before the issuing
of the patent as efterwards. The thing to be assigned is not the mere
parchment, but the monopoly conferred—the right of property which
it creates. And when the party has acquired an inchoate right, an as-
sipnment of it is legal. Gayler v. Wilder, 10 How., 493.—1TAXEY, Ch,
J.; Sup. Ct., 1850. Rathbone v. Orr, 5 McLean, 131, 132.~McLEAY,
J.; Mich, 1850. [Rich v. Lippincott, 26 Jour, Fr Inst., 3d Ser., 13.—
GRIER, d.; PYa., 1853.

6. Future improvements may be sold, as well as those already made;
and to include a second as well as a first patent. Nesmith v, Calvert,
1 Wood & Min,, 41.—W00DBURY, J., Mass,, 1845.

G. The inchoate right of an inventor to a renewal is the subject of
sale. Clum v. Brewer, 2 Curt.,, 520.—CuyRTIS, J.; Mass., 1855,

7. One tenant in common has as good right to use and sell to others
to use the thing patented, as the other tenant in common has; and
neither can restrain the other from such use or sale.  [fbid., 524.

8. A paper purporting to be sn assigoment of an expired patent is
void, Bell v. McCullogh, MS.—LEAvITT, J.; Qhio, 18568, -
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(8) 1. The provision as to recording assignments within threce months
is merely directory, and except as to intermediate dona fide purchasers,
without notice, any subsequent recording is sufficient. Brooks v. Byam,
2 Story, 542.—STORY, J.; Mass, 1843, Piths v, Whitman, 2 Story,
615.—STORY, J.; Muss, 1843. Blanch. Gun-Si«ck Fac. v. Warner, |
Blatehf, 271.-—~NELSoN, J.; Ct., 1:46. Holden v. Curlis, 2 N. Hamp.,
63.-—WoobBugY, J.; N. H,, 1819,

2. A mero license need not be recorded—it is not an exclusive right.
Brooks v. Byam, 2 Story, 542, 643.—STORY, J.; Masgs,, 1843. Stvens v.
lead, 9 Verm., 117.—-WiLLiays, Ch. J.; Vt., 1837.

3 Under this gection an assignment must be recorded within three
months to defeat the right of a subsesquent purchaser without notice,
and for a valuable consideration In order to guard against an out-
standing title of over three months' duration, the purchaser need only
look to the records of the Patent Office.  Within that period he raust
protect himself in the best way he can, as an unrecorded assignment
would prevail; but it must be one in writing, that may be reco:ded.
Gibson v. Cook, 2 Blatchf., 148,—NEgLsoN, J.; N. Y., 1850.

See also DIGEST PAT. CASES, titles AssigNMENT, B. 2; LIOENSE, B.

(¢) For existing fees for recording assignments, see act of 1861, sec-
tion 10.

SECTION 12. [ Amended by act of 1861, §§ 9, 10.] And
bz it further enacted, That any citizen of the United
States, or alien, who shall have been a resident of the
United States one year next preceding, and shall have
wade oath of his intention to become a citizen thereof,
who shall have invented any new art, machine, or im-
provement thereof, and shall desire further time to matury
the same, may, on paying to the credit of the Treasury,
in manner as provided in the ninth section of this act,
the sum of twenty dollars (@), file in the Patent Office a
caveat, setting forth the design and purpose thereof, and
its principal and distinguishing charaecteristics, and pray-
ing protection of his right till he shall have matured h's
invention ; which sum of twenty dollars, in case the
person filing such caveat shall afterwards take out a
patent for the invention therein mentioned, shall be con-
sidered a part of the sum herein required for the same.
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And such caveat shall be filed in the confidential archives
of the office, and preserved in secrecy. .And if applica-
tion shall be made by any other person within one year
from the time of filing such caveat, for a patent of any
invention with which it may in any respect interfere, 1t
shall be duty of the Commissioner to deposit the deserip-
tion, specifications, drawings, and model, in the confiden-
tial archives of the office, and to give notice, by mail, to
the person filing the caveat, of such application (5), who
shall, within three months after receiving the notice, if
he would avail himself of the benefit of his caveat, file
his description, specifications, drawings, and model; and
if, in the opinion of the Commissioner, the specifications
of claim interfere with each other, like proceedings may
be had in all respects as are in this act provided in the
case of interfering applications : Provided, however, That
ne opinion or decision of any board of examiners, under
the provisions of this act, shall preclude any person inter-
csted in favor of or against the validity of any patent
which has been or may hereafter be granted, from the
right to contest the same in any judicial court in any
action in which its validity may come in question.

(o) 1. The fee required on filing a caveat is now reduced to ten dollars,
and such sum is no longer to be considered as a part ot the sum re-
quired to be paid on filing a subsequent application for a patent for the
same inveution. Act of 1861, sections 9, 10.

2. A caveat may be renewed at the end of oune year by paying a fur-
ther fee of ten dollarg, and 8¢ on from year to year,

(5) 1. This section is for the benefit of the inventor, but is not neces-
gary for the preservation of his right, nor does the omission to file A
caveat impair his iile. Hildreath v. Heath, MS, (App. Cas.}—OURANCH,
Ch. J.; D. C., 1841, -

2. It only enables him to have notice of any interfering application.
It, however, gives no notice to the world, nor even to the interfering
applicant, and is notice to the Commissioner only. Jbid.

3. The caveat is to set forth the **design and purpose” of the inven-
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tion, and *its principal and distinguishing characteristics;” but it .8
not necessary that it should explain the principle involved, or the
modes in which it can be applied, nor how it is distinguished from
other inventions. Anon., MS,, Opin.—~BLACK, Atty.-Gen.; 1857.

4. The Commissioner can pe:form no act upon it, but filing it, por
in consequence of it, except to give the caveator netice of a conflicting
application. fbid.

5. A caveat answors a double purpose: 1st, to give notice of the
claim of the inventor; and 2d, to prevent a patent issuing to another
for the same thing. Allen v. Hunier, 6 McLean, 304.—MCLEAN, J.;
Ohio, 1855. |

6. A caveat is evidence as to an invention, so far as it extends to
the descriplion of the invention and the machinery which was then
constructed. Jones v. Welblherell, ME. (App. Cas.}~MORSELL, J.; D. O,
1865.

7. A caveat is not conclusive evidence that an invention is not per-
fected. Johnson v. Root, M3.—SPRAGUE, J.; Mass, 1858,

8. The fuct that a patent is granted to one person, while another has
a caveat pendinzr and in force, will not of itself vacate the patent
grented, nor authorize the Commissioner to grant & patont to the
%avgator. Cochrane v, Waterman, -MS. (App. Cas.)}—Cranch, Ch. J.;

. C., 1844,

9. 1he purpose of a caveat i3 to save the discoverer of an inyention
from the effect of the rule of law that gives to the inventor who first
adapts his invention to practical use the right to the grant of a patent;
and if the Commisgionor gives the caveator notice of any interfering
application, it secures him against the effect of the rule. Phelps, Dodge
& Co. v. Brown Bros., 18 How. Pr., 9.—NELSON, J.; N. Y., 1859.

10. But if the Commissioner accidentally omits to give the caveator
the notice required, his rights will not be prejudiced thereby. J[fbid, 9.

oee also DIGEST PAT. CASES, title CAVEAT,

SecrioN 13. [Amended by act of 1837, §§ 5-8; Re-
pealed in part by act of 1861, § 9.] And be it further
enacted, That whenever any patent which has heretofore
been granted, or which shall hereafter be granted, shall
be inoperative, or invalid, by reason of a defective or
insufficient description or specification, or by reason of
the patentce claiming in bis specification as his own in-
vention, more than he had or shall have a right to claim
as new ; if the error has, or shall have arisen by inadvert-
ency, accident, or mistake, and without any fraudulent or
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deceptive intention, it shall be lawful for the Commis-
sioner, upon the surrender to him of such patent, and the
payment of the further duty of fifteen dollars, to cause a
new patent to be issued to the said inventor, for the same
invention, for the residue of the period then unexpired
for which the original patent was granted, in accordance
with the patentee’s corrected description and specifica-
tion. (¢) And in case of his death, or any assignment by
him made of the original patent, a similar right shall vest
in his executors, administrators, or assignees, () And
the patent, so reissued, together with the corrected de-
scription and specification, shall have the same effect and

-operation in law, on the trial of all actions hereafter com-

il

menced for causes subsequently accruing, as though the
same had been originally filed in such corrected form,
before the issuing out of the original patent. (¢) And
whenever the original patentee shall be desirous of add-
ing the description and speeification of any new improve-
ment of the original invention or discovery which shall
have been invented or discovered by him.shbsequent to
the date of Ins patent, he may, like proceedings being
had 1n all respects as in the case of original applications,
and on the payment of fifteen dollars, as herembeiore
provided, have the same annexed to the original description
and specification; and the Commissioner shall certify, on
the margin of such annexed description and specification,
the time of its being annexed and recorded; and the
same shall hereafter have the same effect in law, to all
intents and purnoses, as though it had been embraced in
the original description and specification. ()

(a) 1. This section contemplates two classes of cages, where a pat-
ent is fnvalid or inoperalire; 1st, by reason of a defective or insufficient
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gpecification; and 2d, where the same objection arigses because the
patentee has claimed more than he had a right to claim. Goodyear v.
Day, MS.—DICKERSON, J.; N. J., 1852,

2, This section may be refarded as affirming the propriety of tho
usage which had obtained under the former laws, and under which a
second reissue was allowed as well as the first. J[rench v. Hogers,
MS.—KANE, J.; Pa., 1851.

3. There may be more than one reissue of the same patent. The
surrender and reissue should be allowed to follow einch other as often
as the inventor is content to be more specific or more modest in his
cloims. Jlid Also Ball, Ex parte, MS. (App. Cas.)—MORSELL, J.;
D. C., 1860,

4. The power to correct mistakes in a patent is confided to tho Com-
missioner of Patents under this section, and does not belong to the
courts. The courts can only construe the specification and claim as 1t
stands, Addlle v. Merriamn, 2 Curt., 478, —CURTIS, J.; Mass., 1805.

5. This section gives to the patentee the right to correct his de.
scription or specification, when its imperfection has arisen from inad-
verteucy, accident, or misiake. But the only condition on which this
cap be done, is that the original patent is tnoperative or invalid by
reason of o failure to comply with the requirements of tho statutes.
The proceeding is therefore equivalent to a distinet admission, made in
the most solemn form, that the patent has no validity in. the sense of -
entitling a patenteo to an action for its infringement. Xorfitt v. Gaab,
MS.—LeAviti, J.; Ohio, 1860,

6. The words in this section, “it shall be Zawfl for the Commis-
sioner, &c., to cause a new patent {o be issued,” are to be construied as
mandaéo:y, and to be of the same import as if the words had been, *:t
shall be the duty of the Commissioner,” &e. The true meaning is, the
Commissioner is to have no discretion in the case provided for in the
gection. Dyson. Ex parte, MS. (App. Cas.}=DuxNLop, J.; D. C., 1860.

7. When the case provided for ariges, he i8 commanded to exercise
the power, whether he thinks it just and right to exercise it or not; he
has no discretion. Jb:d.

8. The surrender and reissue of a patent extended by act of Con-
gress, atter an extension, under section 18 of the act of 1836, stands
on the same footing as if such surrender and reissue were made under
the extension by virtue of said section 18. Gibson v. Harrss, 1 Blatchf,
169, 170.—NELSON, J.; N. Y., 1846.

9. It is not the meaning of this section that the patentee, in his
reissue, must describe and c¢laim in his new specification, either in
words or idea, just what he described and claimed in his old one; but
his specification must be of the same invention, and he cannot embrace
a different subject-matter than that he sought to patent originally.
Irench v. Rugers, MS~~KANE, J.; Pa, 1851, Baltin v. Taggart, 17
How., 83.—McLrax, J.; Sup. Ct., 15564,

10. Upon an application for a reissue, the applicant is not necessarily
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conflned to the original record, +. e., the patent and specifieation. but
the original model may be referred to as evidence of the then inven
tion. Wilson v. Singer, MS. (App. Cas)}—Dunror, J.; D. G, 1860
Ball, Ex parte, MS. (App. Cas.), and Diels, Exz parte, MS. (App. Cas,)—
MorseLL, J.; D, C,, 1850,

11. Fee on reissue now thirty dollars. Act of 1801, § 10,

See nlso Dicest PAT. Casks, title REISSUE OF PATENT, B., C.

() 1. Under this section the power to surrender a patent and take
out a renewal thereof, is vested exclusively in the patentee, his oxecu-
tors, administrators, or assigns, and there i3 nothing restricting such
right because of specinl or limited grants of licenses previously made,
Smith v. Aercer, 4 West. Law Jour, 62,—KANE, J.; Pa., 1846,

2. By this section the sole right to surrender is given, 1st, to the
patentee, if he is alive and has made no assignment of the original pat-
ent: 2, to the executors and administrators of the patentee. after his
deccase, where there has been no such assignment; and 3d, to the
assiznee, wlhere there has been an assignment of the original patent,
The right to surrender is given to no oue else. Poller v, Holland, MS.
—INGERSOLL, J.; Ct., 1858,

3. Where, however, there has been an assignment of an undivided
part of the whole patent, in such case {he assignee and patentee become
joint owners, and should join in tho surrender; and if they do not it
will be imvalid, unless the part owner not joining shall ratify it. Jb/d,

4. A licensee has no 8uthority to muke a surrender, and one made
without his consent is valid. But such a liccnsee may hold under the
original or the reissued patent, as he prefera. Jbid.

5. There may be a claim of right in an invention, under one or the
old patent, for one section of the country, and a different cluim of right,
under the reissued patent, for tho same invention, for another section
of country. Jbid.

See also D1GEST PAT. CASES, title REISSUE OF PATENT, A.

(c) 1. Under this section the second patent, with corrected specifica-
tions, has relation back to the emanation of the first patent, as fuily for
cvery legal purpose as to causes subsequently acerning, as if the second
patent had been issued at the date of the first one. Stunley v. Whipple,
2 McLean, 37.—McLEAN, J.; Ohio, 1839,

2. A reissued patent is only a continuation of the original one.
Ames v, Howard, 1 Sumn., 488.—STORY, J.; Mass,, 1833. Slanley v.
Whipple, 2 McLean, 37.—McLEAN, J.; Ohio, 1839, Woudworth ¥. Hall,
1 Wood. & Miun., 257.—~WO0ODBURY, J.; Mass,, 1846,

3. The rights of the patentee are to be ascertained by tha law under
which the original application was made. Shaw v. Cooper, T Pet,
315.—McLEan, J.; Sup. Ct., 1833,

4. A patentes cannot by a surrender affect the rights of third per
sons to whom he had previously conveyed an interest. Woodworth v.
Stone, 3 Story, 750.—S3TORY, J.; Mass,, 1815, AMcBurney v. Gouvdyeur,
11 Cush., 370.—MERRICK, J.; Mass, 18353,
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6. The grant of an amended patent is conclusive as to the existenco
ol the facts necessary for a reissue; wuless 1t is patent there is a clear
excess of authority, or there has been fraud.  Alen v. Blunt, 3 Story,
745=3T0RY, J.; Mass, 1845, 8. C, 2 Woud. & Min, 139.—Woop-
BURY, J.; Mass, 1846. DBallin v. Taggart, 17 How,, 84.~-McLEAN, J.;
Sup. Ct., 1854. -

(2) 1. Under this section an improvement may be annexed to the
specification of the original patent. so as to make it form a part of the
original patent: but there is nothing that forbids an inventor taking
out a new patent for the improvement, if he prefers it. O'Relly v.
BMorse, 15 How,, 122,—TaNEY, Ch. J.; Sup. Ct., 18563. |

2, Nor is he bound in his new patent to refer specially to his former
ene. Jhid, 122,

3. The provision of this section authorizing additions to patenta for
improvements, is now repealed, and patents of additions are no more
grauted. Act of 1861, § 9.

SEcTioN 14. And be it further enacted, That whenever,
in any action for damages for making, using, or selling
(@) the thing whereof the exclusive right is secured by
any patent heretofore granted, or by any patent which
may hercafter be granted, a verdict shall be rendered for
the plaintiff In such action, it shall be in the power of the
court to render judgment for any sum above the amount
found by such verdict as the actual damages sustalned by
th ; plaintiff, not exceeding three times the amount there-
¢. (b), according to the oircumstances of the case, with
costs; and such damages may be recovered by action on
the case, in any court of competent jurisdiction, to be
‘brought in the name or nuames of the person or persons
interested, whether as patentees, assignees, or as grantees
of the exclusive right within and throughout a specificed
part of the United States. (¢)

(a) The sale, under execution, of the malerials of patented articles is
not guch a sale as makes the sheriff liable to an infringement. Sauwin
v. Guild, 1 Gall., 487.—Srory, J.; Mass,, 1813,

(8) 1. The patent act of 1790, section 4, made the infringer liable to
pay such damages as the jury should {ind, and also lorfeit the machine.
The act of 1793, section §, declared that an infringer should pay a snx
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equal to threc times the price for which the patentee had sold licenses,
The sct of 1800 provided that an iufringer should pay three times the
actual damages sustained, Seymour v. McCormick, 16 llow., 488.—
GRrier, J.: Sup. Ct., 1853.

2. This section confines the jury to the actual damages sustained by
the patentee. The power to increase them as punitive damages is
committed to the discretion and judgment of the court. [fbd., 488S.

3. Actual damages, according to this section, are the amount {ixed by
the verdict. Slephens v. Feld, 2 Blatchf,, 38.—BETTs, J.; N. Y., 1846,

4. But such terra cannot be construed to mean exemplary, vindic-
tive, or punilory damages, inflicted by way of smart money. Stimp-
son v. Railroads, 1 Wall, Jr, 169.—GRIER, J.; Pn,, 1847, ZLuclk v.
Hermance, 1 Blatehf.,, 406.—NELsoN, J.; N. Y., 1849. Pilly v. Hall, 2
Blatehf,, 238.—NELsON, J.; N. Y., 1851,

5. Damages are only to be compensatory : the criterion is indemnity.
Park:r v. Hulme, T West. Law Jour., 428,—KANE, J.; Pa., 1§49,

6. Damages cannot include counsel fees, in addition to the taxable
costs,  Stimpson v. Railreads, 1 Wall,, Jr,, 166, 169.—GRIER, J.; Pa,,
1847, Dlanch. Gun-Stock Fac, v. Warner, 1 Blatehf,, 272,—NEL8ON, J. ;
Ct., 1846, Purier v, Hulme, T Wost. Law Jour,, 420.—KANE, J.; Pa,,
1849,  1vese v. Hunlington, 23 How., 8.—CLIFFORD, J.: Sup. (t., 1859,

7. It resls with the discretion of the court whether ihe damaecs
shall bo tiebled. Previous to 1836, thie court was compelled to treblo
them. Guyon v. Serrcdl, 1 Blatchf, 245.—NELSON, J.; N, Y., 1847.
Stimpson v. Ruailroads, 1 Wall,, Jr,, 166 —GRIER, J.; Pa., 1547,

8. The court may increase the damages though the plaintiff is not
entitled to costs, for negicet of filing a discluimer, as required by see-
tion 9 of the act of 1837. Guyon v. Serrell, 1 Blatchf,, 246.—NELSON,
J.; N. Y., 1847.

9. The object of this section, as to trebling damages, is to remune-
rate patenteez, who were compelled to sustain their patents against
waaton and persistent infringers. Seymour v. McCormick, 16 tlow,,
488.~~GRIER, J.; Sup. Ct., 1853 Bell v. dicCulloch, MS.—LEAVITT, J. ;
Olio, 1838, |

Sce aiso DIGEST PaAT. CASES, titles DAMAGES; INFRINGEMENT.

(c) 1. The word ‘' assigneeg” in this section, is to be construcd by
reference to section 11, of the same act, as meaning the assignees of a
whole interest, or an undivided oune, or an exclusive local right.
Blanchard v. E dridge, 1 Wall,, Jr., 340,—GRIER, J.; Pa., 1849. Suy-
dam v. Dy, 2 Blatchf, 23.—NELsoN, BErrs, JJ.; N. Y., 1846,

2. To enable an assignee to sue in his own name, he must have the
oxclusive right, or cntire, or unqualified monopoly, which the patentee
had, excluding the patentee himself as well as others, Gayler v. Wid-
der, 10 ITow., 493.—~Taxey, Ch. J.; Sup. Ct,, 18350.

3. The assigncees of an exelusive right In a patent, are the proper
parsons to maintain an action for a violation of it. Wushburn v. Gould,
3 Story, 131, 167.—S7T0RY, J.; Mas3,, 1816,
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4, The granice of an exclusive right under a patent, even though
sucn right is limited to a particular number of machines, may maintain
au action for infringement. Wilson v. Rosseau, 4 How,, 688, 685.~
NELson, J.; Sup. CUt., 1845, -

5. Under this section, In connection with section 11, an action is
given ouly to such party—composed of one or more persons—us pos-
sesses the whole interest in the patent. Suydam v. Duy, 2 Blatchf,
23.—NELSOYN, BETTS, JJ.; N. Y., 1846,

6. Where a party has an interest in only a part of a patent, as a
siconse to use tho invention, he cannot maintain an action for an in-
fringement. Ilid., 23,

7. Under this section, an action is properly brought in the name of a
patentee, in behalf of a licensee who is damaged by an infringement.
Goodyear v, MeBurney, 3 Blatehf., 33.—NELsoy, J.; N. Y., 1853.

SECTION 15. [Enlarged by act of 1837, § 9; and by
acy of 1839, § 7.] And be it further enacted, That the
defundant in any such action shall be permitted to plead
the general issue, and to give this act and any special
- matter in evidence (@), of which notice in writing may
have been given to the plaintiff or his attorney, thirty
days beture trial (4), tending to prove that the descrip-
tion and specification filed by the plaintiff does not con-
tain the whole truth relative to uis invention or discovery,
or that 1t contains more than is necessary to prodace
the described eftect ; which concealment or addition shall
fully appear to have been made for the purpose of de-
ceiving the public (c), or that the patentece was not the
original and lirst mventor or discoverer of the thing
patented, or of a substantial and material part thereof
- claimed as new (d), or that it had been described in some
public work anterior to the supposed discovery thereof
by the patentee (¢), or had been in public use or on sale
with the consent and allowance of the patentee belore
his application for a patent (), or that he had surrep:i-
tiously or unjustly obtained the patent for that which
was In fact invented or discovered by another, who was
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using reasonable diligence in adapting and perfecting the
same (g); or that the patentee, if an alien at the time the
patent was granted, had failed and neglected for the
space of eighteen months from the date of the patent, to
put and continue on sale to the public, on reasonable
terms, the invention or discovery for ‘which the patent
1ssucd (4); 1n either of which cases judgment shall be
rendered for the defendant with costs, And whenever
the defendant relies in his defence on the fact of a pre-
vious invention, knowledge, or use of the thing patented,
he shall state, in his notice of special matter the names
and places of residence of those whom he intends to
prove to have possessed a prior knowledge of the thing,
and where the same had been used (2): Provided, how
ever, That whenever it shall satisfactorily appear that the
patentee, at the time of making his application for the
patent, believed himself to be the first inventor or dis-
coverer of the thing patented, the same shall not be held
to be void on account of the invention or discovery or
any part thereof having been before known or used in
any foreign country, it not appearing that the same or
any substantial part thereof had before been patented or
deseribed in any printed publication. (j) And provided,
aiso, That whenever the plaintiff shall fail to sustain his
action on the ground that in his specification of claim is
embraced more than that of which he was the first in-
ventor, if it shall appear that the defendant had used or
violated any part of the invention justly and truly speci:
fied and claimed as new, it shall be in the power of the
court, to adjudge and award as to costs as may appaar to
be just and equitable. (%)

(2) 1. The right to plead the gencral issue and give notice, is an en.
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largement of the defendant’s mode of defence, but does not tuke away
his right to plead specially. Phillips v. Combstock, 4 McLean, 525.—
McCLEAN, J.; Ind.,, 15349,

2. The defendant need not plead the general issue, ind give nolice
of the special matter. He may plead specially, and then the plea is
the only notice, Evans v. Eulon, 3 Wheat,, 604 —MARSHALL, Ch, J.;
Sup. Ct., 1818. Grant, v. Raymend, 6 Pet,, 247.—MARsnaLL, Ch. J.;
Sup. Ct., 1832, Philzps v. Combslock, 4 Mcl.ean, 525.—MCLEAN, J.:
Ind., 1849, Smiéth v. Eiy. 16 How., 141.—~TANEY, Ch. J. ; Sup. Ct., 1853.
Duy v. N. E, Cur-Spriny Co., 4 Blatchf, 181.—DBEtT18, J.; N. Y., 1854,

3. But wkere notice of special malter is given under the gencral
issue, special pleas containing the same matters cannot be tiled, Wil
der v. Gayler, 1 Blatehf,, 597.—NeLsoN, J.; N. X, 1850. Brunswick v.
Holzalb, M».—LEAVITT, J.; Ohio, 18568.

(6) 1. No order of court is necessary to entitle a defendant to file and
serve notice of special matter. It is only necessary that it be in wri-
ting and be served thirty days before the trial, Tvese v. Huntington, 23
How., 10.—CLIFFORD, J.; Sup. Ct., 1859,

2. If a Lrst notice is defective or not sufficicntly Somprelensive,
other noticcs may be given to remedy the defecs or supply the de-
ficiency. Ji¢d., 10. ‘

3. Under such notice, depositions taken before it was served, as well
as those tuken afterwards, are admissible, Jbid,, 10.

4. Nolices may be served in term time, but must be thirty days be-
fore trial. Latla v. Shawk, MS.—LeAvIrT, J.; Ohio, 1859,

6. Such notices cannot, however, be filed and served in suits in
equity. Doughty v. West, M3,—~NELSoN, SOIPMAN, JJ.; N. Y., 1865.-
(c) 1. 1t is & question for the jury whether the specification contains
the whole truth relative fo the discovery; and, if not, whether it has
been concealed with a view to deceive. Reulgen v. Kanowrs, 1 Wash.,

171.—WASHINGTON, J.; Pa,, 1804,

2. A defect or concealment is not futal, unless made with an inten-
tion to deceive. Whillemorev. Culler, | Gall,, 437.—STORY, J.; Mass.,
1813. Gray v. James, Pet. 0. C., 409.—\WasHINGrON, J.; Pa,, 1817.
Lowell v. Lewis, 1 Mass., 188, 189.—STORY, J.:* Mass, 1817,

3. The question as to the materiality of the thing concegled is, could
an arlist, afler the expiration of the patent, construct a machine by
looking at the specitication. Reulgen v. Kanowrs, 1 Wush, 171.—
WABHINGTON, J.; Pa., 1804,

(d) 1. The defence * that the patentce was not the original and first
inventor or discoverer of the thing patented,” i3 complete without
showing that the first inventor had put his invention in practice.
Hildreath v. Ieath, MS. (App. Cas.)—Craxcu, Ch. J.; D. C,, 1841.

2, No person who is not at once the first and original inventor, is
entitled to a patent. A subsequent inventor, though an original oue, ig
not. Jiced v. Culler, 1 Story, 696.—Srony, J.; Mass,, 1841,

See also DigesT PAT. Casks, title INVENTOR, B.
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(¢) 1. The description in a public work must be sufficiently full and
precise to enable a mechanie to construct the machine, and must be in
all material regpects like that covered by the plaintiff’s patent. Par-
Ler v. Stiles, 5 McLean, 61,—McLeAN, J.; Ohio, 1849,

2. The publication may be proved as to its contents, and the fact of
publication by the production of the book, or by parol testimony. Allen
v. [funter, 6 McLean, 314.~—McLEeAN, J.; Ohio, 1855.

3. The publication must have been prior to the fime of tnvention. It
is not sullicient that it was prior to the time of applicalion for a patent.
Dartholomew v. Sawyer, MS.—INGERSOLL, J.; N. Y., 1859. Allzn v.
Hunter, 6 McLean, 314.—McLgaAN, J.; Ohio, 1855.

4. To render admissible in evidence s printed publication it is not
n-cessary to make proof of the date of itg publication. A book pur-
porting on its title-page to be published in a certain year will be re
ceived without proof that it was then published, Judson v. Cope, MS.—~
Leavirt, J.; Ohio, 18G0.

5. A book of plates without any letter-press cannot be sdmitted in
evidence., Semble, that it is not a ¥ printed publication.”! Jbid.

6. Where reference is made to a public work, it should be to the
particular part of the work intended to be relied upon. A reference
merely to the title of the work is not sufficient. Foole v. Susby, 1
Blatelif,, 434, 462,—CoNKLING, NELSON, JJ.; N. Y., 1849, Silsby v.
Fyote, 14 How., 222 -~CURTIS, J.; Sup. Ct., 1852,

Sec also DIGEST Pat. CASES, title PUuRLIC WORK.

(/) 1. The public use or sale, to defeat the inventor of a right to a
patent, moust be a public use or sale by others with his knowledge and
consent before his application for a patent. Ryan v. Geodwin, 3 Sumn.,
518.—Srory, J.; Mass,, 1839, Wyeth v. Stone, 1 Story, 281.—STORY,
J.o Mags, 18340, Gayler v. Wilder, 10 How., 106, 4398.—TANEY, Ch. J.;
Sup. Ct., 1850. Pilts v. Hall, 2 Blatchf,, 235, 236.—NEeLsoN, J.; N. Y,
1851,  Hunt v. Howe, MS. (App. Cas.)—MoRsELL, J.; D. C., 1855.

2. A use without the inventor’s knowledge or consent, or experi-
mental to ascertain its8 value, utility, or success, or a use intermediate
the application and grant. will not be sufficicnt. Ryan v. Goodwin, 3
Sumn., §18.—STORY, J.; Mass,, 1839. Wyeth v. Stme, 1 Story, 281.—
Story, J.; Mass., 1840, Pierson v. Eagle Screw. (o, 3 Story, 407.—
SroRY, J.;: R. 1., 1844, Winansv. N. Y. & Hur. R. R, 31 Jour. Fr.
Inst., 3d Ser., 322.—NELSON, J.; N. Y., 18355,

3. The right to use and sell an invention for two years previous to
;hie application is now conferred by act of 1839, section 7,

Sae also DIGEST PAT. CASEs, titles ABANDONMENT, A.; PuBLIC USE.

() 1. An inventor who has first actually periected his invention will
not be deemed to have surreptitiously or unjustly obtained a pateut for
th..t which was in fuct first invented by another, un'ess the latter was
at tho time using due diligence in adapting and perfecting his mmven-
tion. J[Jleed v. Culler, 1 Story, §99.—STORY, J.; M.ss, 1841,

2. Bur the first inventor hus the prior right if he 1s using due dili-
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gence, cven though another may have first perfected the invention.
1bid., 600, -

3. The clause using “ reasonable diligence in adapting and perfect-
ing' an invention is applicable only to the case of a defence that the
plaintiff’s patent had been surreptitiously or unjustly obtained; and if
pleaded, 4t may be necessary for the defendant to show, in order to
vacate the patent, that he was using due diligence when the patont
gas(,} obtiined. Perry v. Cornell, MS, (App. Cas.)—Craxgn, Ch. J.;

. C., 1841,

4. The words ‘‘unless such person was using reasonable diligence
in adapting and perfecting the sameo,” constitute a qualification of the
preceding language of the section, so that an inventor who has actu-
ally perfected his invention will not be deemed to have surreptitiously
or unjustly obtained a patent for that which was in fuel incented by
another, unless the lailer was at the time wusing reasonabie diligence in
adapiing and perlecting the same, Marshall v. Mec, MS. (App. Cas.}—
Doxwop, J.; D, 0., 1853,

6. The defence that the patentee had *surreptitiously and unjustly
obtained a patent for that which was in fact invented or discovered by
another, who was using reasonable diligence in perfecting and adapt-
ing the same,” u0es not necessarily impiy bad faith on the part of tho
patentee against whose patent this defence is set up. The words
were intended to be used, and are used, in their broadest ense.
{’kelps, Dodge & Co., v. Brown Bros.,, 18 How. Pr.—NELSON, J.;: N. Y.,

854,

6. If a person does not use due diligence in perfecting his invention
after he has conceived the idea, and another conceives the idea and
perfects it, and applies it to use, the latter will be considered the first
inventor, and a patent granted the former will be void. Ransom v.
Layor, &c., of New York, MS.—~Havrr, J.; N. Y., 18586.

() 1. An alien patentee must put and continue on sale his invention
within eighteen montlis from the date of his patent. Iildrealh v.
Heat), MS. (App. Cas.)—CrANCH, Ch. J.* D, C, 1841,

2. The assignees of an alien palentee take their patent with all thoe
privileges of American citizens. The alien clause in this scction does
not apply to such assignees. ZTatham v. Lowber, 2 Blatchf, 50, 51.—
Neison, J.; N, Y., 1847,

3. But it is not necessary that an slien patentee, or his assignee,
shounld take active measures for putting his patented invention in the
market, and forcing a sale, but only that he should &t all times bo
ready to sell at a fair price whoan a reasonable offer is mnade. 1bid,, 51.
Tathamn v. Le Roy, MS.~—NzxLsoy, J.; N, Y., 1849,

(7} 1. The provision in this saction, requiring notice of prior knowl-
edge and use, was intended to guard against surprise from such evi-
dence as was given in Whitney's case. Though his invention was one
of undoubted originality, two persous were brought forward, one of
whom testified that ho had seen such an invention in England seven-



144 PATENT LAWS,

il e b - — - “Erep————

IN TORCE, ACT OF 1836, cuap. 357, § 15,

—— — e

tcen years before, and the other that he had scen one. in Ireland.
Willon v. Ra'troads, 1 Wall,, Jr., 195.—GRIER, J.; Pa.,, 1847.

2. The provision of the statute requiring notice of the previous use,
is designed to give the patentee the benefit of examining into the facts
of the supposed prior use. Coleman v. Litsor, MS.—LEAVITT, J.;
Ohio, 1859,

3. This section requires only the names and residences of the per-
sons who possessed the prior knowledge, and of the places where the
invention had been used. The names anu residences of tho witnesses
nced not be given. Willon v. Ratlroads, 1 Wall,, Jr., 195.—GRIER, J.;
Pa., 1847. Many v. Jagger, 1 Blatchf BTG—NELSOH J.: N. Y.,
18485,

4. Notice of the {ime of the prior knowledge or use i8 not required.
Plillips v. Page, 24 How., 165.—NELSON, J.; Sup. Ct., 1860,

5. In the seventh circuit, the notice mnst specify the street or fac-
tory where the prior structure was used, or the name of the person or
owner using it., The name of the cily, or town, or county, is not
suificiently definite as to place. Latle v. Shawk, MS,—LeAVITT, J.;
Ohio, 1859, Ccleman v. Liesor, MS.—LEAVITT, J.; Ohio, 1859.

6. And also, the name of tho person by whom the prior knowledge
is to be proved. Judson v. Cope, MS.—LEAvITT, J.; Ohio, 1860.

See also DIGEST PAT. CASES, title GEXERAL IsSug, B. ,

(7) 1. The provision of section 7 and of this section introduced an
important modification into the laws of patents, designed to protect tho
American inventor against the injustice of being thrown out of the
fruits of his mrremut}f by the cxistence of a secret invention or discov-
ery abroad, that s a discovery not patented, and not described in any
printed publication. Anon., 5 Opin,, 21.—ToUCEY, Atty.-Gen., 1848.

2. The only exception to the rule that a patent?d must be the original
and first inventor, exists in the cnse of a party obtaining a patent,
bel.eving himself to be the original inventor, and his invention is shown
t{o have been Anown in a fo:ezgn country, hm; not patented there, or
cer wibed in a printed publication. Parker v. Stiles, 6 McLean, 61—
McLeAN, J.; Olio, 1849, ~

3. In determining whether the patentee believed himself to be the
first inventor, the defendaont may give eviderce that the puatentee
knew of the existence of the. thing abroad; and in con51dor1ng the fact
vhother lie so believed himself to be the first inventor, it 18 material to
determstne whetlier he was in fact the original inventor.  Furbush v.
C’onh 10 Mo. Law Rep., 664.—Cunris, J.; Mass., 1857,

. A\ prior use of a 1lnnrr in a foreizn cnumry will not invalidate a
ra’ P!lt subgequently taken out here, where the inventor believed him-
self to be the first inventor, unless the prior invention had been pat-
ented, or deseribed in some printed publication. Culeman v. Liesor,
M= —LeaviTr, J.; Ohto, 1859,

5. Iividence caunot be rececived of an actual use and knowledeo of
an invention in a foreign country, prior to the time of the invention
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here, but the defendants must be confined to the description of the
invention asg found in printed publications or patents; they cannot go
beyond such publications or patents. Judson v. Cope, MS.—~—LEAVITT,
J.; Ohio, 1860.

6. The time refeired to in this section by the terms *havingwbecn
before known and used in any foreign country,” or * had been patented
or described in a° printed publication,” is tho time when the original
discovery or inv. .ion of a patontee was made, and pot the time when
he presented L' application for a patent. Bartholomew v. Sawyer,
MS.~-InGeRsoLL, J.; N. Y., 1859,

7. A foreign patent, in order to defeat an American patent for the
game invention, must have been before the discovery or invention
here; it is not suflficient that it is before the application. Howe v.
Morton, MS.—SPRAGUE, J.; Mass,, 1860.

8. An invention is not “patented’ in Eugland within the meaning
of this section, until the complete specification has beea enrolled—until
the invention shall have been made patent to the world, which is
usually six months after the date of the patent. Jb/d.

(k) The second proviso of this section virtually superseded by the
act of 1837, section 9.

Section 16. [Enlarged by act of 1889, § 10.] .And e
¢t further enacted, That whenever there shall be two in-
terfering patents, or whenever a patent on application
shall have been refused on an adverse decision of a board
of examiners (¢), on the ground that the patent applicd
for would interfere with an unexpired patent previously
granted, any person interested in any such patent, either
by assignment or otherwise (), in the one case, and any
such applicant in the other case, may have remedy by
bill in equity; and the court having cognizance thereof,
on notice to adverse parties, and other due proceedings
had, may adjudge and declare either the patents void in
the whole or in part, or inoperative or invalid in any par-
ticular part or portion of the United States, according to
the interest which the parties to such suit may possess in
the patent or the inventions patented, and may also
adjudge that such applicant is entitled, according to the
principles aud provisions of this act, to have and receive
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a patent for his invention, as specified in his claim, or for
any part thereof] as the fact ot priority of right or inven-
tion shall in any such case be made to appear. (¢) And
such adjudication, if it be in favor of the right of such
applicant, shall authorize the Commissioner to issue such
patent, on his filing a copy of the adjudication, and other-
wise complying with the requisitions of this act. Fro-
vided, however, That no such judgment or adjudication
shall affect the rights of any person except the parties to
the action and those deriving title from or under them
subsequent to the rendition of such judgment.

(2) Of the justices of the Supreme Court of the District of Columbua,
appeals now lying to them under section 3 of the act of 1863, estab-
lishing that court. Previous to that act appeals lay, by the act of
18389, section 11, to the chief-justice, and, by the act of 1852, section 1,
to the assistant justices of the Circuit Court of the District of Columbia,

(6) The provisions of this sectior are now extended “to all cases
where patents are refused for any reason whatever,”) Act of 1839,
section 10. '

(¢) 1. Procecdings, under this section and section 10 of the act of
1839, in equity, against the Commissioner of Patents, to compel him
to 1ssue a patent, must be.commenced in the Circuit Court of the
United States for the District of Columbia, and the Circuit Courts in
the various States have no jurirdiction. Prentiss v. Ellsworth, Mir.
Pat. Of,, 35, 36.—RANDALL, J.; Pa,, 1846.

2. Upon a bill filed under this section and section 10 of the act of
1839, to declare a patent granted by the Commissioner invalid or inop-
erative, the hearing is altogether independent of that before the Com-
missioner, and takes place upon such testimony as the parties may see
fit to produce, agrecably to the rules and practice of a court of equity.
The evidence before the Commissioper is not evidence in such a suit
except by consent of parties; nor are the parties restricted to the tes-
timony used before ithe Commissioner. Either party is at liberty to
introduce additionsl evidence. .Atkinson v. Boardman, M3.-~NELSON,
J.; N. Y., 1851,

3. The assignee of an invention, by virtue of an assigbment made
before patert issued, may file a bill in his own name under this section
and section 10 of the act of 1839, against a patentee to whom a patent
issued on the rejection of his assignor’s application, for the purpese of
annulling the patent so issued, and having one granted to himt as as-
signce. And such assignment need not have been recorded before
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guit brought; it will be sufficient if it is recorded at any time before
the issuing of the patent., Gay v. Cornell, 1 Blatehf.,, 509, 510.—NEL-

BOH' J-; N- Yu' 1849' & - »
4. The Circuit Courts of the UInited States have exclusive jurisdic-
tion under this section, Gibson v. Woodworth, 8 Paige, 134.—~WAL-

woRrTH, Chan.; N, Y., 1840.

SecrioN 17. [Enlarged by aet of 1861, chap. 87.] 4nd
be it further enacted, That all actions, suits, controversies,
and cases arising under any law of the United States,
granting or confirming to inventors the cxclusive right to
their inventions or discoveries, shall be originally cog-
nizable, as well in equity as at law, by the Circuit Courts
of the Unitéd States, or any District Court having the
power and jurisdiction of a Circuit Court; which courts
shall have power, upon a bill in equity filed by any party
agorieved, in any such case, to grant injunctions, accord-
ing to the course and principles of courts of equity, to
prevent the violation of the rights of any inventor as
secured to bim by any law of the United States, on such
terms and conditions as said courts may deem reason-
able () : Provided, however, That from all judgments
and decrees from any such court rendered in the premises,
a writ of error or appeal, as the case may require, shall lie
to the Supreme Court of the United States, in the same
manner and under the same circumstances as is now pro-
vided by law in other judgments and decrees of Circuit
Courts, and in all other cases in which the court shall
deem it reasonable to allow the same, (8)

(@) 1. Under this section the Cirenit Courts of the United States
have not only original, but exclusive cognizonce of all actions arising
under the pawent laws, Dudley v. Mayhew, 83 Comst.,, 14.~STRONG, J. ;
N. Y., 1849, Eilmer v. Pennel, 40 Maine, 434.—RicE, J.; Me., 1855.
L’arsons v. Barnard, T John., 144.—~CuriaM; N. Y., 1810.

2, Tho jurisdiction conferred upon the Circuit Courts by this soction
is the same in its nature and extent as the equity jurisdiction in Eng-
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land, from which it is derived. dilen v. Blunt, 1 Blatchf., 486.—NEL-
soN, J.; N. Y., 1849,

3. Under this scetion the Circuit Courts have jurisdiction irrespoctive
of the right ot the ylaintiff to an injunction or a demand for one. MNevins
v. Jo/imson, 3 Blatchf,, 83.—NELSoN, BEtTs, JJ.; N. Y., 1853,

4. The natural interpretation of the language of thig section scems
to be, that Congress has betowed upon this court a common jurisdie-
tion, both on its law ..ad equity sides, over all cases under the patent
laws, and that no swit of that character can be maintained &f law which
may rot also be prosccuted in equity. tbid., 83.

6. In cases arising under the patent law, the jurisdiction of the Cir-
cuit Courts doeg not depend upoa the citizenship of the parties to the
action, or the amoun{ in controversy, but upon the subject-matter.
Allen v. Biunt, 1 Blatcl:f,, 486.—NELS0N, J.; N. Y., 1849. Goodyear
v. Unim Rub Co., MS.—INGERSOLL, J.; N. Y., 1857.

6. The jurisdiction as to subjcct-maiter does not extend to a bill in
equity filed for the specific performance of a contract respecting patents.
Nesiath v, Calrert, 1 Wood. & Min., 87.—WoO0DBURY, J.; Mass,, 1845,
DBrovks v. Stolley, 3 McLean, 525.—~McLEAN, J.; Ohio, 1845, Burr v.
Giegory, 2 Paine, 426, 429.—Tuompsox, J.; N. Y., 1828.

7. Nor to a suit brought to enforce the covenants of a license grant-
ed under a patent. Goodyear v. Union Rub. Co, MS.—INGERSOLL, J.;
N. Y., 18517,

8. Scciion 11 of the judiciary act of 1789 requiring one of the parties,
plaiut.ft’ or defendant, to be an inhabitant of the State where the suit
is Lrought, does not aprly to actions arising under the patent laws.
All.n v. Blunt, 1 Blatehf,, 486.—NELSON, J.; N. Y, 1849,

o, To give the courts jurisdiction, the party defendant must be an
inhabitant of the district in which the snit is brought, or he must he
found with'n it at tl e time of the service of the.originzl process. The
provisio.g of section 11 of the act of 1789, in this respect, apply to
patent actions. Day v. Newark Ind. Rub. Co., 1 Blatchf,, 631, 632, —
N:Lsoy, J.; N. Y, 1850. " Ald.n v. Blunt, 1 Bloteld., 486,—NELSON, J.;
N.Y. 1849, Wison v. Sherman. 1 Blatchf,, 541 —NEeLsox, J.; N. Y.,
1850, Brown v. Sha non, 20 How., 56.—TANEY, Ch. J.§; Sup. Ct,
1857. Chaffee v. Hayward, 20 How., 215.—~CATRON, J.; Sup. Ct., 18517.

See also DIGEST PAT. Ca8ES, title Courrs, B. 2.

(b) 1. Otlier reasonable cases under this section in which appeals
and writs of error may be allowed to the Supreme Court, must be
limited to eases which relate to the construction of the patent laws,
and such as invoive important and not trifling matters connected with
those laws, and questions rcally doubtful. Allen v. Blunf, 2 Wood. &
Min,, 157.—WOODBCRY, J.; Mass, 1846, Sizer v. Munny, 16 How.
103.—TaXNEY, Ch. J.; Sup. Ct., 1853.

2. Under this section, if a writ of error is allowed by the court as
s roasonable,”” such writ must bring up the whole case for considera-
tion, and the court below cannot decide a8 to what particular points
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shall be taken up. Hogg v. Emerson, 6 How., 478.—WOODBURY, J.:
Bup Ct., 1847.

An appeal or writ of error now lies to the Supreme Court from
all Judgments and decrees of any Circuit Court rendered in any action
arising under tho patent laws, without regard to the value or amount
in controversy. Act of 1861, ehnp 37.

See also DIGEST PAT. CASES, titles APPEALS, A.; WERIT OF ERROR.

SEcTION 18. [Amended by act of 1848, § 1; act of
1861, §8 12,16.] And be it further enacted, That when-
ever any patentee of an invention or discovery shail desire
an exteusion of bis patent beyond the term of its limita-
tion, he may make application therefor, in writing, to the
Commissioner of the Patent Office, setting forth the
grounds thereof {«) ; and the Commissioner shall, on the
applicant’s paying the sum of forty dollars to the credit
of the treasury (b), as in the case of an original applica-
tion for a patent, cause to be published in one or more of
the principal newspapers in the city of Washington, and
in such other paper or papers as he may deem proper,
published in the section of country most interested ad-
versely to the extension of the patent, a notice of such
application and of the time and place when and where
the same wili be considered, that any person may appear
and show cause why the extension should not be grant-
ed. (¢) And the Secretary of State, the Commissioner of
the Patent Office, and the Solicitor of the Treasury, shall
constitute a board (¢) to hear and decide upon the evi-
dence produced before them both for and against the
extension, and shall sit for that purpose at the time and
place designated in the published notice thereof. The
patentee shall furnish to said board a statement, in
writing, under oath, of the ascertained value of the
mvention, and of his receipts and expenditures, sufficient-
ly in detail to exhibit a true and faithful account of loss



150 PATENT LAWS.

Tl ey, I . -

IN FORCE, ACT OF 1836, coar. 357, § 18.

T e e—r

iy .

and profit in any manner accruing to him from and by
reason of said invention. And if, upon a hearing of the
matter, it shall appear to the full and entire satisfaction
of said. board, having due regard to the publie interest
therein, that it is just and proper that the term of the
patent should be extended, by reason of the patentee,
without neglect or fault on his part, having failed to
obtain, from the use and sale of his invention, & reason-
nble remuneration for the time, ingenuity, and expense
Lestowed upon the same, and the introduction thereof
into use, it shall be the duty of the Commissioner to
renew and extend the patent, by making a certificate
thereon of such extension, for the term of seven years
from and after the expiration of tbe first term; which
certificate, with a certificate of said board of thar
judgment and opinlon as aforesaid, shall be entered on
record in the PPatent Office; and thereupon the said
patent shall have the same cffect 1n law as thougzh it
had been originally granted for the term of twenty-one
yvears. (¢) And the beuefit of such rencwal shall extend
to assignees and grantees of the right tv use the thing
patented, to the extent of their respective interests there-
in (f): Provided, however, That no extension of a
patent shall be granted after the expiration of the term
for which it was originally issued. (g)

(@) 1. Tn this section the word pafentee is used as equivalent to ¢n-
ventor., Woodworth v. Sherman, 3 Story, 176.——STORY, J.; Mass,, 1844,

2. This section authorizes the extension of a patent on the applica-
tion of an administrator. Nyman's Case, 3 Opin, 446,—~GRUNDY,
Atty.-Gen.; 1839. Van Hook v. Scudder (citted 3 Story, 1325 3 Me-
Lean, 4:8).—"TgoyMpsox, J.; N. Y., 1843, Brooks v. Bicknell, 3 McLean,
258, —AMcLEAN, J.; Ohio, 1843. Brooks v. Bicknell. 3 McLeun, 436.—
McLeax, J.: Ohio, 1844  Woolwerth v. Snerman, 3 Story, 172, —
STORY, J.: Mass, 1844, Woodwo: th v. Wilson, 4 How,, T16.—NELSON,
J.; Sup. Ct., 1845.
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3. And this, though the patentee during his lifetime had disposed of
all his interest in the existing patent, and having at the time of his
death no interest in it. Wilson v. Kosseau, 4 How., 675, 686, 688,—
NELsoy, J.; Sup. Ct., 1845,

Seo also DIGEST PAT. CASES, title EXTENSION OF PATENT, A.

(b) The fee is now fifty dollars on the application for an extension,
and fifty dollars when the extension is granted. Act of 1861, § 10.

(c) 1. The notice of application for an extension is intended to pro-
tect the publie, and give all an opportunity to appear and oppose.
Gale's Case, 3 Opin., 594.—~GILPIN, Atty.-Gen.; 1840,

2, Application must now be made at least ninety days before the
expiration of the patent, and the notice must be published at least
sixty days before such expiration. Act of 1861, § 12.

(d) Commissioner of Patents substituted for this board by act of
18438, section 1.

(¢) 1. The right of renewal is not Jimited to future patents, but ap-
plies to the past. Woodworth v. Sherman, 3 Story, 116.—Srony, J.;
Mass, 1844. Wilson v. Turner, 7 Law Rep,, 629.—TaxEY, Ch. J.; Md,,
1845.

2. This section provides for but one extension. Gibeon v. Gook, 2
Blatchf., 146.—~NELSON, J.; N. Y., 1850.

3. The decision of the Board of Commissioners, under this section, is
conclusive within the scope of its authorily. Brooks v. DBicknell, 3
McLean, 208.—McLEaN, J.; Ohio, 1843. Wilson v. Losscau, 4 How.,
688.—NeLsoy, J.; Sup. Ct, 18456. Woodworth v. Slone, 3 Story, 753,
—STORY, J.; Mass,, 1845, Coit v. Young, 2 Blatchf., 473, 474.—NEL-
soN, J.; N. Y, 1852, Batlin v. Taggert, 17 How., 84.—McLEeaAN, J.;
Sup. Ct., 1854. Clum v. Brewer, 2 Curt., 518.—CunTis, J.; Mass,,
1855.

4. A renewed patent confers the same rights with an original patent
Evans v. Jordan, 1 Brock., 264.-—MARSHALL, Ch, J.; Va, 1813.

5. After an extension, the original patent becomes one virtually for
%venty-one years. Gibson v. Harris, 1 Blatehf,, 169.—NELSON, J.; N

.+ 1846,

6. If extended again by act of Congress, it becomes one for twenty
eight years. Woodworth v. Edwards, 3 Wood. & Min, 125.—1Woop
BURY, J.; Mass,, 1847.

7. Patents may also be extended by act of Congress, after having
been once extended, under this gection. Evuns v. Lalon, Pet. C. C,,
337.~~-WASHINGTON, J.; Pa,, 1816, Evans v. Falon, 3 Wheat,, 528.—
MarsfaaLy, Ch. J.; Sup. Ct., 1818. Blanchard v. Haynes, 6 West, Law
Jour., 83.—~—WoobnuRry, J.; N. H,, 1848. Bloomer v. Stlley, 5 McLean,
160, 161.—McLEAN, J.; Ohio, 1850.

See also DIGEST Pat. CASES, title EXTENSION OF PATENT, B, D.. L.

(/) 1. The extension of a patent, under this section, does not ipuro
to the benetit of assignees or grantees under the original patent, so as
to vest in them any exclusive right. But the benofit of such renewal
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18 limited to those who were in the use of the patented article at the
time of the remewal, and saves to such persons the right to use the
machines held by them at the time of such renewal, Wilson v. Rosseau,
4 Iow., 682.—NELSON, J.; Sup. Ct., 1845, '

2. The meaning of thie words *thing patented,” in the Iatter part
of this section, when construed in connection with the simple right to
us¢, without the right to male and vend, has reference to the machine
patented.  [fbid., 683, ’

3. The phrase ‘to the extent of their interests therein,” means their
interests in the patented machines, be that interest in one or more at
the tine of the extension. Jbid., 683.

4. Tho object of the clause ns to assignees, is to preserve any pre-
vious contract of assignment in the sense in which both parties under-
stocd and intended it at the time it was made, and to secure to the
purchaser the right he had iutended to buy, and which the patentee
iﬁi&znded to sell.  Wilson v. Qurner, T Law Rep.,, 530,—TAXEY, Ch. J.;

., 1843, )

6. The words of this section as to assignees and grantees, seem to
counvey the imnpression that something more than the mere ownership
of cxisting machines was intended, and that they were intended to
einbrace all classes of such assignees and prantees, and all inventions,
whether of machines, processes, or compogitions of matter, and to em-
brace rights aud interests which were different in extent, either of time
or territory, or both. Day v. Union Rub. Co., 3 Blatchf,, 497.—ALL,
J.; N. Y. 1836.

G. But such right is limited to a right. to use, although the person
holding it may also have held., during the original term, an exclusive
richt to use, to make, and vend. And such right to use i3 secured
only to the extient of the respeclive interests or the assignees or
grantees therein.  JHid., 502,

Sce also DIGEST PAT. CASES, title EXTENSION OF PATENT, C.

(g9) The extension of all patents, except for designs, granted subse
quently to March 2d, 1861, is now prohibited. Act of 1861, § 16.

SecrioNn 19, And be ¢t further enacted, That there
shall be provided for the use of said office, a hibrary of
sctentifie works and periodical publications, both foreign
and American, calculated to facilitate the discharge of
the duties hereby required of the chief oflicers therein, to
be purchased under the direction of the Committee of
the Library of Congress. And the sum of fifteen hun-
dred dollars 18 hereby appropriated for that purpose, to
be paid out of the patent fund.
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SecrioN 20, And be ©t further enacted, That it shall
be the duty of the Commissioner to cause to ‘be classified
and arranged, in such rooms or galleries as may be pro-
vided for that purpose, in suitable cases, when necessary
for their preservation, and.in such manner asg shall be
conducive to a beneficial and favorable display thereof,
the models and specimens of compositions and of fabrics
and other manufactures and works of art, pat‘entéd or
unpatented, which have been, or shall liereafter be, de-
posited in said office. .And said rooms or galleries shall
be kept open during suitable hours for public inspection.

The Commissioner of Patents may now restore to applicants, models
of rejected applications, or of applications for designs, or otherwige dis-
pose of them, in cases where he shall not think it nocessary to preserve
them. Act of 1861, § 5.

SECTION 21. And be it further enacted, That all acts
and parts of acts heretofore passed on this subject be, and
the same are hereby repealed: Provided, however, That
all actions and processes in law or equity sued out prior
to the passage of this act, may be prosecuted to final
judgment and execution, in the same manner as though
this nct had not been passed, excepting and saving the
application to any such action of the provisions of the
fourteenth and fifteenth sections of this act, so far as they
may be applicable thereto: Anrd provided, also, That all
applications or petitions for patents, pending at the time
of the passage of this act, in cases where the duty has
been paid, shall be proceeded with and acted on in the
same manner as though filed after the passage hereof,

Approved July 4th, 1838.

7%
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ACT OF 1837, CHAPTER 45.

5 StaTUuTES AT LARGE. 191.

[ This Act still in Force.]

An Act in addition to the act to promote the progress of
science and useful arts.

SecrioN 1. Be it enacted by the Senate and Louse of
Representatives of the United States of America in Con-
gress assembled, That any person who may be in posses-
sion of, or in any way interested in, any patent for an
invention, discovery, or improvement, issued prior to the
fifteenth day of December, in the year of our Lord one
thousand eight hundred and thirty-six, or in an assign-
ment of any patent, or interest therein, executed and re-
corded prior to the said fifteenth day of December, may,
without charge, on presenfation or transmission thereof
to the Commissioner of Patents, have the same recorded
anew in the Patent Office, together with the descriptions,
specifications of claim and drawings annexed or belong-
ingo to the same; and it shall be the duty of the Commis-
sioner to cause the same, or any authenticated copy of
the original record, specification, or drawing which he
may obtain, to be transcribed and copied into books
of record to be kept for that purpose; and wherever a
drawing was not originally annexed to the patent and
referred to in the specification, any drawing produced as
a delineation of the invention, being verified by oath in
such manner as the Commissioner shall require, may be
transmitted and placed on file or copied as aforesaid, to-
gether with certificate of the oath; or such drawings may
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be made in the office, under the direction of the Commis-
sioner, in conformity with the specification. And 1t «hall
be the duty of the CommissSinner to take such measures
as may be advised and determined by the Board of Com-
missioners provided for in the fourth section of this act,
to obtain the patents, specifications, and copies aforesaid,
for the purpose of beine so transeribed and recorded.
And it shall be the duty of each of the several clerks of
the judicial ecourts of the United States, to transmit as
soon as may be, to the Commissioner of the Patent Office,
a statement of all the authenticated copies of patents,
descriptions, specifications, and drawings of Inventions
and disceveries made and executed prior to the aforesaid
fifteenth day of December, which may be found on the
files of his office; and also to make out and transmit to
said Commissioner, for record as aforesaid, a certified
copy of every such patent, description, specification, or
drawing, which shall be specially required by said Com-
missioner.

SEcrion 2. And be it further enacted, That copies of
such record and drawings, certified by the Commissioner,
or, in his absence, by the chief clerk, shall be prima facie
evidence of the particulars of the invention and of the
patent granted therefor in any judicial court of the United
States, in all cases where copies of the original record or
specification and drawings would be evidence, without
proof of the loss of such originals; and no patent issued
prior to the aforesaid fifteenth day of December, shall,
afier the first day of June next, be received in evidence
in any of the sald courts in behalf of the patentee or
other person who shall be in possession of the same,
unless it shall have been so recorded anew, and a draw-
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ing of the invention, if separate from the patent, verified
as aforesaid, deposited in the Patent Oftice ; nor shall any
written assignment of any such patent, executed and re-
corded prior to the said fifteenth day of December, be
received in evidence in any of the said courts in behalf of
the assignee or other person in possession thereof, until it
shall have been so recorded anew.

1. Under this section it was held, where & patent was granted in
1834, but no drawing was attached thereto, and in June, 1837, such
patent wag recorded anew, and was also extended for seven years on
the 256th of September, 1848, and in November, 1818, a <rawing with
written references was filed, with an aifidavit of the patentee of the
correctness of such drawing, that a certified copy of such drawing was
admissible in evidence in connection with the patent and specification,
and that the wholo together made prima facie evidence of the particu-
lars of such invention. Winans v. Schenec. & Troy B. R., 2 Blatehf,,
283, 285, 208 —NELSON, J.; N. Y., 1851.

2. Suchi a drawing, however, as a general rule wili not be effectua:
to correct any material defect in the specification. In case of discrep-
ancy between the drawings and specifieation, the latter must prevail,
Nor will such a drawing have the same cflect as if it had been referred
to in the specification. JIdid., 209,

SecrioN 3. [Extended by act of 1842, § 2.] And be it
Jfurther enacted, That whenever 1t shall appear to the
Commissioner that any patent was destroyed by the
burning of the Patent Office building on the aforesaid
fifteenth day of December, or was otherwise lost prior
thereto, it shall be his duty, on application therefor by
the patentee or other person interested therein, to issue
a new patent for the same invention or discovery, bearing
the date of the originzl patent, with his certificate there-
on that it was made and issued pursuant to the provisions
of the third section of this act, and sLall enter the same
of record : Provided, however, That before such patent
shall be issued, the applicant therefor shall deposit in the
Patent Office a duplicate, as near as may be, of the origi-



