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Artiovan tho numbor of toxt books denling with the Tinvwa of
Petonts i3 vory grent, thoroe in not, ro far as tho writor is
aware, any text book donling with Patonts in their commorcial
ngpeet.  Thia omigsion is tho more striking, since the commer-
cial question is of primary importance to the inventor and
patenteo.  Xor.this reason, although many books dealing with
tho Law of Patents givo most valuablo, necessary and corrcot
information, that alono is not sufficient for those who require
n hand-book to tho subject in gencral. The fact that tho
pecuniary valuo of patent rights deponds not merely on their
lognl validity, but also on n propor developmont of an invention'
on paying lines, on o choice of methods of patenting, and on
considerations affecting tho negociation and maintenanco of the
patent shonld be sufficiently obvious, but owing greatly to the
absenco of adequate treatment of this feature in text books, too
little attention is given to tho canses which render a patent o
valuable monopoly, and consequently many ensontial points
conducive to pecuniary success are overlooked uutil it is too
late to remedy false steps. The writer's attentioa has been .,
especially drawn to this part of the subject, owing to the

frequent necessity of advising the Chief Official Receiver in

Bankruptey upon the commercial valne of patents placed by

‘him for report in the hands of the firm of which the writer .

18 & member, |

Part I of the present volume has thereforc been devoted to °
the commereial aspect of Patent Law for the inventor and to
questions affecting the obtaining, valuation, realization, negocia-
tion, or aale of Patent Rights, bslieved to be altogethez: new 111,'
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TREVAULR,

Loxb Books on Latont lmw, bnt. novertholosa ltpllmu'iug O sun

up thoso featuren of tho subject to whioh ovory inventor musi
. givo attontion if ho winlwa, on tho ono hand, to avoid losing

timo and monoy in following a commercinlly worthloss idon, oy,

on tho othor, to got a patent of tho full valne to which ho is
. entitled, and to aftorwards dorl with it to tho host advantage,

Part 11 in confinod to consideration and oxplanation of the
Ingal questiona in British Low which will ariso in carrying out
tho poliey outlined in tho firat part, spocial attention heing given

~to tho pitfalls into which tho unwary usuaslly stumble. The
Xnw in all its nspects hna beon vory fully troatod in this part,
whioch alono contains far more mattor than will bo found in

~ hooks of twico tho cost. DPart III contains n full synopsis of
“nll the Prtont Laws of all foreign and colonial States, with
mothods of patenting, fres, ote.

To the above is added in Part IV chapters upon the Naturo

" and Registration of Trade Marks in Great Britain, and details of
the requirementa for registration abroad, with similar informa-
twn as to Patonts.for ornamental and other Designs, which,

* omng to inclusion in tho same British Act of Parlinment, aro

" generally comprised in toxt books of this class,

" Tho favourable reception given to this book sinco the issne of

.. the first edition in 1894, and tho steadily incrensing demand for

.. ecopies have been very grotifying to me, as it is an evidenco that

. such & work was required and has indeed been found to supply

_ " the inventor with nccessary information otherwiso obtainable

. tfmly from scattered sources or from experienco.

Ta the four years that have olapsed since the first edition
_was pubhﬂhed several changes have become neceseary in the
text. of Yart II owing to various judicial decisions, of which °

f-; “ note has beon taken wherever ‘necessary. Partioularly in the

{ ‘ fomlgn section, new legislation or rules will be found in dustria,

7 ‘:.ﬂeiwuuic ﬁungary, Iﬂdza, Japan, Mexico, BMysore, New South
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Wales, Novway, Swaden, Quocnsland, Rhalesia, Rusmia, South
African Republiey United Stodes of Ameview, Poviugal and Western
Anstralia,

-~ In the rovision ‘of Parts IIT and IV, I hdvo hieon groatly
‘indobted to thoe foreign correspondonta and agonta of my firm
for valuabloe information and asxistance.

Should ohunges ocenr boforo the isswe of tho noxt odition,
thoy will bo noted on slipa insortad from time to time, ro that

whenover tho book 18 purchased the informntion wmay bo
entively up to date.

THE AUTHOR.
I8, BoeriNonaM STREERT,

STrAND, W.0., Loxpox.
1st May, 1898.
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THE INVENTOR’S ADVISER.

Ay

Part T.—The Commerclal Aspect of Inventlons and Patonts,

Crirareer 1.
T NATURIE AND POLICY OF PATINTS.

A RPoward for Invontion.—Whenover any person hag, by his
own ingonnity or by his own troublo and oxperimoent made
and doveloped a now invention, whether an actunl articlo of
snlo or o method or process of manufacture, or any now and
useful improvomont on oithor of theso, by tho disclosure of
which his {ecllow-citzons aro moro or less directly bienofited, it
may bo recognisod as fit and propor that that person should
recoivo 8ome roward for tho good that he hath done to tho
roalm,

The patont system may in a measuro bo smid to rest on
tho fmmgation of this broad principle, but not so much beeauso
of its equitablo ngturo as beecause it dircctly tonds to bo of grent
political and cconomic uscfulness. -

Whatover bo tho roeward, it yaust and can only bo given by
tho Stato which roprosentsthe interests of the wholo community,
for it is givon on bohalf of tho community. Its charnctor,
thorofore, must not be that of private benovolonco simply, but
principally of publio polioy the ultimato purpose of which is
somothing entively beyond the personal considoration of the
inventor, |

Reason for Reward.—If tho inventor is not reworded
purely ont of regard for his personnl morit, why, then, is the
roward given P Tho reward 18 offered to promote the disclosuro
of the invontion solely in order that the public may have tho -
benefit of it, to oncouragn the practical reduction of ideas or
crude inventions by the offer of ths reward for their actual
disclosure, to attract tho attention of possible inventors to the

* B
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. e COMMERCIAL ABPECT OF INVENTIONH AND PATENT.

dovelopment of idean and to induco o brain of invontivo thought,
and emulation inindividaals gonorally, not enly by tho offor of
n dofinito kind of rewnrd for whalever thoy may produce of now

and naefn) commorcinlly nvailablo knowledgro, but by the greneral

pabiicity which tho rownards eranied mund; necessnrily nttam ansd
tho pul){io nhowing of tho ndvantageons nano of such rowards to
thoir ponsessora,

Ileve, thon, 18 n sufficient oxplanntion of the valuo to tho
Stato ns o wholo of recognining somo auch aystem of rownrding
thoso who bonolit tho Stnto; it rnires queationn of wido politienl
importance agninat which thoe personnl coasideration of tho
invenlor in itaelf alono, and nol ns o means to an end, is but n
fenthor-woight,  The considoration of tho invontor, who is but
n unit among millions, muast alwayn remain secondnry to the
fulfilment of the politieal objects of tho State.

Thin ab onco showa that, whoeover desires o benefit by tho
syntom of roward whiclvwo shall afterwnrds oxplain, must obtain
his personnl advantago incidentally, go to apenk, by fulfilling
tho moro mmportant political requiremonts without which ho
will fail in his moro personal auspirations, o8 many havo done

who pat the eart before tho horse in this vespect. Lot us bogin,

thon, with the gencrnl political wspects of Patent Tinw.

Donellt of Trado.--Patent Law had its origin principally
in tho desire to ymprove trade. Its cntiro dovelopment hag
been devoted to this object, and conseqnontly its prosent founda-
tion may be said to bo entirely the bonefit of irado.

Trade, in the widest songo of the torm, that is, the whole
art and seienco which lies in ntilising the natural wealth of
tho land and tho industry of the inhabitants to the best com.
mercinl advantage, 18 of paramount importance in the prospority
of a country.’ .

In the existence of valuable minerals and the potentiality of
vegetable production we have one factor, and in the capacily
of labour to win and adupt such nitoral wealth for tho nses of
mavkind wo havo another factor of prosperous trado; but these
m themselves aro inert,—it requires the vitality of the brain
to adapt and control the process; for making uso of known
methods, a goneral bosiness aptitude’; for improving on these

- mothods, inventive gcnius.

Tho commerce of nations is in its essence competitive. The

. requirements of individuals form tho componcnt parts of the
- {demand by the sapply of which commerce thrives, sand in

defsult_of which the latter wonld cease to oxist. To snpply
this. demand, -which ecducation is always rendering more
exacting, and to keep in the forefront. of supply, continual

\- ‘ -
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:. ' improvement is:essential. To lead in improvement negeesitates
B inwnﬁon. O R " S - T e ;:,‘{,:‘.;:f‘-"‘#::-"':;:
. . .Benefit from Invention.—It is the policy of avery trading .
. nation-$o aspire O 8 ledding position:in commerce by enconrag-
* .- ing invenfive improvement, s1nce olearly no nation can improve ..
‘' on ita natuval supply of raw materials, but only in the winning .
of these; in -the arts and ‘processes by which the natursl
advantages of raw materinls sre developed and brought into -
practical - use, IR ‘mining,. ‘agricalture. and ' manufacturing
processes generally; ‘these being dome, in.the distribution o}
- the uots to the consumers, = ) L
- Improvement can be had by copying the arts and manufac.
- tures of other nations, but this presupposes a secondary
~:, position for the nation copying. A mation in the front raunk in
- .manefacture can lead the way only by devising improvement
itself, by exercise of the inventive faculty of its people.. The .
~ improvement in the arts and manufactures which are the hasia .
- of trade is essentially the function of invention, and every new
" invention, smsl! ur great, advancos the knowledge . .of those '
‘ongaged in the particalar trade and enables them to “hetter
" mest the demands of competition. There is no manufacture -
of any sort or kind which in its present state is' not the"
result entirely of invention, in other words, of numberless
small and great improvements which have graduslly led up to
_the resnit as we have it. From the time the raw product.is.
taken from the earth, even in matters of agriculture, from:the =
time  the surronundings are 11];arepa.rad for the natural phenomensa -
of. production, till the finished article is made, transported and"
farnished to the consumer, every step of the procesa is-‘the .
~ resultof a foregone invention of some person. Thus to stimulate.:.
the inventive faculty of ite subjects, and so promote improve: "

ment, while' 8 -matter of policy with every trading nation, -ig"-
one fundamentally essential to & leading nation.. =~ - .. L
.+ - .Inducement for Invention,—There then arises the ques-.
" " tion how invention should be best developed, and it is ,hatm?q&li};f;
. ;40 “observe that every mnation of importance in modersn civaligas ™

" “tion bns adopted substantially the same- course, namely that of
i -rewarding the inventor of a movelty or improvemen Wb
<5 - 'mopopoly- of the. advantages derivable from it for s.defini S

' BN SN e L -s-.;"'f"'"'f"‘?i:?f.;:;.;??

.-.:; :‘I “Z hrm ,nyem- . . . - .- - | ‘ . I L ':"’"_‘.‘h;.‘:‘:u W, :*."1- f
..-.. " These monopolies or exclusive privileges are te:m&ﬂﬂfﬂ} -

-

'
\
.
-

[
_r
'

’ F - d L - 1 1 1 [ "
%, ‘and .the. cire cos affecting. thgir grau, dutabion; &
"‘l"‘"‘ I. - r - - . - m
< and . 4he. circumetances ng: mm-grm.liiﬁ nravion, .
‘1'41'-1- |1! 1 ‘.1- " -ﬁ‘* . S n ™ . . 4 - d . F b * .:.J LA a \_w‘ o -
Ir "l: r 1w "
=T determined by laws and enactments in various coun
L'.‘ ‘\1“::" AT - L] b ' ) - ! L-.-l- r Yo ;I' 4 M o "R -
"'t?‘":t"' . ¢T~ .l P-i *q-“ , - L i . . - '.:'_‘Ii v, 1. o : + . +, ‘ i J'.,'l H'_', r - - “ ‘*
: ’ ; L - r t a . . ta ‘_‘*‘u' ’ \ -FI| o, . l:_'_."n. N + > . - L1 "J-'J';'M ! "
:"T;I':‘j 1'.:""' .1': M; awl II l. +’ ‘a ‘“"‘ ‘1-. . ,r-j" - i o . -_..-I' o ' ' | Y ul_.'-. ‘T""ﬂt' *.ﬁw iy :r p s : -
I-. !.‘hﬁli "J :"":-I :.'.'\:-I‘r_ '\.;f . ;Ll' . :-l_ ™ ] ".: ':* g - ' f‘_r: """:..i ) \ 5 (- ﬂ'q.j-. | R
I;""P-HJ_‘:" .‘Tj'l'}*tr‘ a lt'Tj Pt ) - " . T l ' . i - """:‘“h :.E' - ) i I"-Il.:|I o l - .‘;'}.i. '
‘J“;I-E'vl 1..5= F i ‘HF' -‘t:ltj‘“ :| (I “'l"' ) A wokt ey - ] L ' - Ji-"-' L= + vitmt - ". Y .--‘ il & b L4 -

N 2 Tan kT L1 1 FELI S - "y r - *- - . - My Lo l"-f"" L '_.l. e !‘ q l‘“_ Lr T .|ri ] "'r"n-



L] - - 1 - " -
- — -— 1] - P - -
o —— - an [ 51 - . L 1 - J"_..- -
- - "h" - b [ - ! -
r by - ' u + -

~% ' TH® COMMERCIAL ASPECT OF INVENTIONS AND: PATENTS.

"-..-r — =

TLAE
"u ."' ':'!E,E:ﬁ

“ I especial instances sums of money have been offered by
- “(overnments for solution of certain widely important and

difficalt problems, but in the present day the reward held out

.- to all inventors of matters ard processes nsefnl to trade, is the
: - monopoly of the respective invention for a limited time, so that
- - only the inventor, or such others as he may anthorise, may use
-"--the invention to his or their profit and adventage. Primarily
" the value of & patent is proportional to the value of the
- invention, and the realisation of this valae 18gdependent on the
.. ~energy shown by the inventor in bringing his invention quickly
»-~and effectively into public notice, so that he may obtain the
/- fullest remuneration before the term of his execlusive monopoly
L erpires. This form of reward is therefore pre-eminently a

st i
- -
-"..’

-snitable one, since on the one hand it tends to make tho

- inventor's profit proportional to the value of the invention to

- " the Btate, operating, so to speak, auntomatically in this
-respect, and on the other induces the inventor ‘to work his

/ ‘invention energetically, so that it is the svoner brought into

“ :publio use, ”

- Tt has been. previously pointed out that the State, in giving

_:--l.inonopoliea to inventors, is not acting’ with a view to benefit

= ‘individuals, but for the general welfare of the community.
‘.7 Inventions are protected not for the sake of simply rewarding
+* amventors, but for obtaining the benefit of the improvements
. for the State, The monopoly of an invention is an incon-
-+ vonience for the time to the State, and the only reasons for its
- existence are the ultimate and general benefits to the country
" >which are derived from holding out this monopoly as an
-~ indncement to invent and improve.

- .. Should Patents be Granted.—The propriety of granting
..+ ‘protection for new inventions has always been a matter of
=+ much disonssion, and although the Jaw has remained practically
» 1 -the game, the prevailing fashions of different times in regarding
-+ -patents sometimes as o benefit, at other times as the reverse,

-+ 1inve left their mark in alternate laxity and strictness in com- -

" straing the rights given by the patent in the past. Hindmarsh

5+ argued! that an inventor bas no equitable right to an exclusive

rT

‘w<i-The ‘Americans, however, base their laws on the recognition of
@émch -equitable right,” and" with the better reason, since &
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ot ?fopéttﬁjn his invention, since it may occur equally to others.:

Eﬁtﬁﬁﬁbl& invention is the practical form of an idea produced
-gpecinlly directed thought of ‘the individual. - -Nevertheless, -
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- THE NATURE AND POLIOY OF PATENTS, . 5~

whichever view be correct the State cannot afford to recognise
an unlimited right. - Very brief consideration would show the -
pass affairs wonld come to if patents lasted for ever. Broadly °
gpeakiug, no inventor can retain any exclusive properiy‘in.an
invention uniess he keep it secret or unless, after publishing -
it, such right is allowed him by the pleasure of the community -
8s exErpaaed in the law.
The oniy question then is, shonld such protection be -
granted 7 1t may be taken as trae that if no reward be given
. there would be no inducement to invent, or perhaps, more -
propérly speaking, to reduce crude ideas into good working -
practice; thus, though crude ideas might be disclosed, there -
would be no practically useful inventicas brought out. It is
the experiments and personal endeavours of the individaal
'thet render the crade 1dea valuable to trade, and protection is
clearly necessary as an inducement to such exertions. The
State thus gains even by the temporary exclusion of public.
opportunity involved in the gvant of the monopoly of -an
invention. - . . ' | .
~ Suitability of Patent as Reward.-—We have seen that no
more suitable way of rewarding inventors can be devised than. :
the grant to them of an exclusive right in their inventions for -
a certain length of time, since whatever the length of the-
~ term, the grant gives the inventor the opportunity of obtaining *
whatever value there may be in the invention during that:
term, and no more. The potentiality of remuneration is there-
fore exactly proportional to the value of the invention, while it
~ rests with the inventor to obtain the whole value or such pro- -
portion a8 his personal exertions accord him. It will be seen
that every invention receiving the same reward proportional -
to its value, is justly recompensed con the same scale; that-all
patents being of the same length in & country, there can be -
no favouritism, each inventor cbtaining exactly the same condi-, '
tions. Also, the recompense being dependent on the patentes’s = .
- exertions in bringing his invention into notice and use, there
is every incentive to carry out the invention in practice, so.that
it comes into general employment and benefits trade. Broadly,’: :
‘guch - & system i8 one of payment by results in its happiest:;-
working oconditious, and . that it meets with the inventor's::.
*  approvel.on its broad. lines, and aots. as an incentive -t '
. .; improvement, is shown by tho fact that no voice has ever.-:
- been raised againsb its principle from the ranks of inventors::
~ Its'general: suitability must thereofore be taken -to be. beyond':
Coquestion. Lt L 0 oo AT
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B h 'to the ﬁetar]s, “however, there may be. differences . of-

*opmmn. “For ingtance, a8 to the length of the term for ‘whick.:
_ protection should be mntad and the conditions to be imposed

ot the'fnventor, if any, for obhmmg -the patent or keepmg lb |

u ‘o thefnll term.
| D of Term ofPatent.——Itmm the naturaof the

an]aet that a patent shonld be more valuable- during the: last
; pa¥tiof the term than during the commencement; the iaven- - -
‘tivn ‘hecomes ‘bettér kuown and aplpremated *Perhn.ps growing
%¥6°be dn wbiolute neceesity. ‘Not only does an invention require . -
'some’ time -to make it pay in the gegmmn when the profit; '

thlﬁ&d is for the 1aost part used in puahmg the invention, but.
7 1, . the later of the term the balance is more than redressed -
b thﬁattnmoomo “ nnearned increment,’’ which flows in from
“4he  tribute known as % Enlhes,“ paid by others who in' "

ﬂﬁ “jmprovements are obliged to obtein the license of the:
: ohélual patentes to use such pm-ta of the original invention as
3 miy be necessary to enable them to-work and use their improve.:
" ‘ments. " A year at the end of the term will often be worth as:
muohu five or six years at the beginning; some patents indeed
8 difficalt to introduoe into general use, but nevertheleaa-
“valuable, do not commence to pay till the patenb iz near the-
"‘end- of its term- Thus, taking-an instance at random, a patentee -
“who mede no profit during the first ten years of his patent-
- abtained 7,0001. during the last four yearsof the term.! Now,
i 2l thie' pa.tentae'a profit ie the tax that he levies on the pnbhc

“for the nse of hia invention, eve 3 year thab the patentee's

4, mn ggly can be properly shortened: will be productive of con-.

e direct giin-to the- pablio, the more 80, as we have

6 ‘S thint the laat cars of a patent are far the most valuable.
Bn £, on-the other hand, mr:ﬂ there not be countervailing =

gés to the: ;; ublic generally in granting patents for- a.*“ .

‘lm*g term P Ts & long term an'indacement to.an inventor?: -

* Where the working of the Pai.ut Law is very generally under.. -

“'iﬁtp&*thm no doubt should be 80 to » great extent, and we do.

.Z’ﬁnd it to b8y in' the United Bhwa whete all patents ‘(with -

) ure for the whole of the term for which; they

. Fnilly granted; bas in Great Britain and othercountries:

H" iy pdl:én ‘boeing su to annual or other taxes, doesmot;- -
s me.cm o the'end of its nominal.term; but httloattantmn L
ff Epive Wy ibventors to-the lenjith of terin that tanbeobiained, . -
14&! ot sbe L mvenbot'r reoognilbd thnt mrory uddxhonal”’“‘j
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-yédria practically worth two preceding ones, most of them here ., -
. yegard thé question as- too'remote in interest to be of much® -
. -practical ‘consequence 0 them Tm the present.- Thereforﬂ. -
~ 'whether the *protection given is for 14 years, as in Great -
Britain azd her colonies, or 15 years, as in France, Germany, ..
~ an8 woat foreign countries, or 17 years, as in the United States, -
~or- 20-years, as in Belgiam 'and Spain, is a matter the practioal -
- jnterest of whicli-appears to the mventor too remote. Itisa .
. notewotthy fact that Great Britain gives a shorler term than
_ any other coantry of importance in the manufacturing cense,
- the countries which give a shorter term of maximum protection
© " being few in number, and for the most part comparatively
unimportant as commercial centres. S
. It does mot, however, follow that the term of protection
iven by the State should be curtailed to any marked ﬂéfreé, |
. forin the broader objects of Patent Law and the general induce-
~ ment to invent, long" terms mmtecﬁon are valuable, in that
" they erable the inventor to make a greater personal snocess of -
his invention, which is the feature og the systom most likely to™ -
attract the attention of outsiders, &nd induce them to attemptto-
dolikewise. As we have seen, thé concluding years of the term-
are those in which the substantial profit is made; if ‘the
mazximam term is curtailed there is not so much opportunity of
" that profit, and though the public, as nsers of the respective,
invention, would gain in that respect, the State would lose the’
valuable objeot-lesson which the successful inventor offers.. Sc
~on the general grounds of political expediency, the sncoessful
jeventor is well worth his it as an advertisement of ths
patent systom, jost as”on the same ground the uushcoessful
ifventor, as a monument of failure, is an sdvertisement againat’
the system. ‘The term of a patent sbould, therefore,” be ‘fong: -
enoigh to ennble every possessor of ‘a valuable- invention ic.:
obtain s substantial profit; if, under prevailing conditions; ib::
were too’ short for this, cases of hardship would arise tending
to defeat the very objects of the patent system. Though Great::
Britain‘in this respoct is not 80 genérous in the treéatméit Tof::
- jnventurs as most other 'countries, the term of 14 years uptes .
the*oonditions prevailing' hare wonld ‘appeat to, b sufisiensly
o long 'ty attain the required ‘resunlt, especially “sinoe ‘in- Fpeitaly.
7 vasesof hardship: provision is thade for extension ‘of: thip ‘dobmit”
- *'_io!fil:;rd-u even'! to & 'further 14 yeéats, wheve an’‘inventoy ofi
2. w. merltorlous {nventibn; taving' used-his® best cidearOuny’ o1
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"8  THE COMMERCIAL ASPECT OF INVENTIONS AND PATENTS.

. Terms for keeping Patcuts in Force.—Another feature

. of the grant of patent which :may be open to discusgsion is the
- natnre of the terms, if any, iniposed on the inventor as s price

for keeping up his monopoly Jduring the iunll extent of the
~ maximum duration allowed by law. Here there is great diver-
- gity of treatment in different countries, some adopting onve
" -method, others another, The principal terms imposed on
" inventors are—working of the invention within a certain time;

payment of certain annual or other taxes, usually termed
- renewal fees, to tho Government during the existence of tho
- patent,
- .On these three points—the length of term of the patent, the
- conditions as to compulsory working, if any, and the imposi-
_tion of renewal fees, if any—each State adopts that policy which
" is presnmably best suited to the idiosyncracies of its citizens,
- best suited o obtsin for that State the most advantage that
. can be' obtained from the development of invention. The
- details of the systems adopted must also always be subject to
.. change as the inventive capucity of the people is found to be or
" not to be properly developed under the sysiem in force. For
.. pu actual inventor, however, the details of renewal fees, &ec.,
- gre not of much consequence; they alter but slightly the net
- value of & good patent.
. Working.—There is a large class of inventors who, having
~taken out their patents, are content to do nothing with them,
“-but let them lie fallow; whether they do this unwillingly or
‘‘not is, a8 far as the State is concerned, a matter of indifference,
. ‘the result is the samo as affecting the public; the invention is
«_‘not brought into use, 8o the Pnblio get no advantage from it,
- and as *“shining examples” such inventors are a failure. A
o ,’s‘js‘t’em which allows inventors to do nothing with their inven-
" ‘tions for the full term of the patent is nut in all respects a
.:desirable one, and, a8 & rule, is avoided. Thus, in some
+, countries, & patentee is required to bring his invéntion into .
" public use within a definite time or abandon his monopoly. In
”-'some, 8150, having brough¢ the invention into use, the inventor
= miust not abandon the use of the invention for longer than some
i dpfinite. period at' & stretch. As an example, in France the
7oemployment of the patented invention must be commenced
Stwithin two years of the date of signature of the Letters Patent, .
24l miust not be ‘sbandoned for any period longer than two
2 ippive.or the patent is linble to be declared forfeitod, unless the
e justifies -his -inaction. Germany requires that the
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years of the date of the grant of the patent, or at least have
done all in his power to so bring the invention into nse within
that time. Conditions of working in other foreign countries
will be found under the respective headings, and general rules
for the performance of working sufficient to satisfy the law wilk ,
be found thereand in the chapter on * Foreign Patente.” QGreat
Britein and most of the colonies, and the United States of
America, are the only countries that have not made this com.
'E.nlauay working of patented inventions a part of their systems.
he United States make ne restrictions whatever in this direc.
tion, leaving the inventor to work his invention or not cuntirely
at his own discretion, but in Great Britain, as & protection to
the public, the Board of Trade is empowered to order o
patentee to grant a license on such terms as the Board may
think fit and reasonable, where it is shown that the legitimate
wanpts of the public are not supplied and the patentee refusesa
license to others to manufacture or use his invention.
Renewal Fees.—As to the other principal condition attached
to the holding of a patent, the payment of certain taxes or.
renewal fees without which the patent will cease, this is, or-
should be, looked upon as an indirect mesns for  causing
patents which are useless to their owners to lapse and fall into
the public domain, but it is unfortunately true that the
.temptation to regard these payments as a source of public
- revenne tends to make them larger than their ostensible
,purpose would require. The controversy over these fees and
their amount never sleeps, but truly speaking the only question
should lie in their effect in retarding invention. Primarily any -
repressive measures of thid kind must tend to lessen the
number of patents applied for, which is equivalent to the
number of inventions given to the public, but in practice itis
found that by removing them into the later part of the life of
a patent their direct repressive effuet is more than cor.-.
respondingly lessened. We have seen this in Great Britain as -
the effect ofy the Act of 1883, by which the initial fees pa‘yablp .
on obtsining & patent were reduced more than five-sxths;:
the total fees only about one-eighth, with the result that the
number of applicants for patouts was immediately trebled.- -
Where these renewal fees are imposed, they shounld he. .
sufficiently heavy to cause indolent patentees to abandon their
patents rather than pay them, but'at the same time not so heavy -
as to deter an inventor from taking & patent, or to be felt asa*.
. tax. on meritorions inventors. If the remewal feos ‘absbib afi'-
" undub share of the inventor's profits they tend to provent tha':::
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10 " .THE COMMERCIAL ASPECT OF INVENTIONN AND PATENTS,

inventsr from bringing his invention into use. On the whols,"
it . seemn advisable that the first fee shounld not fall due until
ample: time has been given for the inventiom, if Eperl "
‘P ‘{0 bepome profifable, and then the fee should by maﬂ
snongh not to be felt as an undue tax on such profit, though

' mmugh to deter a patentee who doés not see a likelihood
_of his invention becoming profitable from paying it. If the
“patentee is thereafter charged with further fees, it shounld be,
. 80 {0 speak, not with a view of taxing the patentee's indunstry,
“but a8 & continual weeding process to cancel those monopclies
. of which the patentees can make no practical use, s as to give
the public enjoyment of the inventions for what they may be -
: wortg and free the way for more fortunate improvementa. ]
.+ These ponsiderations have latterly met with inoreasing’ .
attention, Even 8o late as 1892 the renewal foes were

- materially reduced in Great Britain and a more equitable scale’

- of payment provided. |

i ',Wn of Renewal ¥oes, &c., in different
.Countries.—In most countries where renewal fees are imposed,

- these  are annual and of successively increasing amount. In’

~.some, however, such as Franoe, the tax is the same eve

" ‘year, Many countries do not commence to impose taxés nntil

- the third, fourth, or even seventh year of the patent, as may
be.'seen on reference to the different foreign countries in

- "Part 11, . Many countries which require the invention to bo’

. worked within & certain time do mnot require any future

““penewal feos, .-

« .- -A usefal comparison may also be made between tho effects -

. noticeable in countries adopting different methods of prsotiocs

- in.rgspect of payment or absence of payment of these renowa:

*"fopws thug in- Great Britain it is found that under the scale of

':feon.-vedetitly in force only about 30 per cent. of the patents

- granted are renewed whon the first tax becomes due in the end

+-0f-the-fonrth: yoar, and only about 7 per cent, remain in foreo

“in‘sho fourteenth year. Compare this with the large namber

. pf w granted in the United States, ebont 23,000 » year,

ol of w _ich:‘qtth_quhin npimportant small percentege, remain

w1 £ i;‘hrtha whole term for which they were granted, - 'We -

SIOYe N B0 ‘ave

.
*

A

+ rage deration of patents say sixteen #7
rAgRinpt am syersge duration in Great Britain of about five yedrs -
RN W.hate ,,@‘mho.tha value fonnd in & pabent ad:ihe -
558 ile ‘tevmay this: value should -therefore be. easily-.dies: .
hin: United States: patonte, and ‘indeod: it is ‘found - -
Joniatanon ou&n olly-oopar dn; which & petens .. -
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whioh han not been worked to any profit directly is neverths- |
less the canse of o large indirect profit afterwards when the - -

nt a1 im ed u .k

principles first covered by that
others abd brought into practi
of this arise, a2 an example the history of sewing machine

ritain there tl:? :; przant ;mt few examples and prefthm the
- . exoeption rather than the rule, owing to patentees preferring

to drop their patents rether than pay heavy fees, while they
remain withont prospect of being remunerative. As to the
effect which knowledge of these may have on the inven-
tion of & nation, it is difficult to trace with any exactness, but
1% is important (o bear in mind that there are doubtlees
important effects in favour of tho long verm patents; the value
of patents inoreaging towards the end of the term, the longer
sverage termed patente will bave an average greater value, be
the more remunerative and oconsequently wmore notive of
benefit to the State in enco og invention, Owing to the
recent reduction of the renswal fees in (ireat Briiain the end..

tents in the United Siates' may be studied. In Great .
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term value of patents due to above causse cannot fail to-

increase very greatly in futare years. .
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- 12  THE COMMERCIAL ASPECT OF INVENTIONS AND PATENTH

Cuarrer Il
PATENTABLE INVENTIONS.

Benefit of Trade.—The Patent Law being in its objects
- entirely for the benefit of trade, the inventions which the law
is designed to protect must naturally be such that they assist
in the fulfilment of this purpose. It will be nanecessary here
t0- resount in what manner those inventions which are
patentable assist trade, since this has been sufficiently explained
~ 1o tho preceding chapter, suffice it to note that it 18 not every
invention which confers an advantage upon trade, and con-
sequently it is not every invention that can be patented. The
nestion of benefit to tinde, which is somewhat different to
t of commercial value in the invention itself, is very
. importan$ for inventors, because the varions tests by which the
patentability of an invention is determined are based upon
- this question and are irtended to distinguish those inventions
- which practlically conform to the desired answer from those
" that do nob. It is of the ntmost importance to every intending
~ patentee to distingmish the exact features of his invention
_which are of value to trade, first in order to ascertain whether
the invention is patentable at all (for the Patent Office gives
. no help in this respect), and secondly, so that the invention
- may be so described, that it may be equally apparent to others,
: ,;})rinoipally judges and lawyers, that it contains such useful
. features, or in other words that it answers the various tests
-+ which the experience and legal acumen of centuries have found
:“and laid -down as necessary, applicable, and advisable for
" arriving at an acourate determination of the broader main
“{ question of trade benefit.
15 Whet I8 an Tnvention.—It is impossible to arrive at o
.‘i:}hm for the wvarioms tests of an invention until we have

L

F Y

i-practically found what en invention itself is. The usunal
sekning attached to the word ‘invention’ is an act or dis-

pvery of the mind or brain to which the previons knowledge
Yol 4lp inventor dues not directly lead, it is of the nature of an
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PATENTABRLL INVUNTIONS, 13

, veanlt of o tenin of vensoninge of othor than nuual nature leading
1o tho poveoption of o fael or facts rocognisod an wholly noval,
So for thinin the meaningg attribntod Lo tho word invontion in tho
Patenl Iinwa of moof, conntrvien, buls in (reat Britnin o nomo.
‘-,,',']1:11; 0% -I‘Iltlt‘!(l lll[‘!mliﬂj;‘ 1':1 ”ivun {0 “HI WUI‘I] IIIII]H[‘ l,]m I.‘ﬂf,ﬂlll.
nw, princippily  weinigg from ita antiquity; it has leon
recognined, and udicially dolermined,* that, tho imporiation of
nu invonbion or manufacturo previeasly known and praoctised
nbrond miay still ho congidored an invention within tho menning
of tho Patent Tinw o long o it was unknown in thin connlry
provions to itg tmporiation,  In thin ronderingg of thao word, tho
henofit, {o fewde, which has tho wider opportunitien througlh
thininterprotation, necounts for tho votention of what is genorally
connidorad an obsoleto menning,  “ Invention” ig derived {rom
the two Latin words, in—in, and veniro—{o como; and tho
wording of tho oldor judicinl decisions and tho fivat Patont,
Act ? show that tho sensoe adtnched to tho word wan nmatior or
knowlodgro * bhrought, i’ or “crused to como '’ nob il &
man’s head, but into tho kingdom—in othor words, n now
invention wnn o novolty introducod to tho public by the
“Tuventor.,” 'Tho “ Inventor” is noti tho person fo whom tho
invention “comes in” or oceurs, but by whom tho inveontion
becomes delivered to tho rest of tho subjecta of tho renlm,
Tho termination of tho word invonior docs not sigmify reeep.
tion hut cousation, An invention ig thus o picco of knowledgro
proceeding from or through tho inventor, and having its origin
in him 8o far as tho romaining inhabitants of tho renlm are
concorned.

Subjeot Matter.—The first test applied to an invention to
arcertain if it i3 patentable relates to the nature of tho inven-
tion itsell, and concerns moro particularly its subject matter,
It has generally been foand thabt in ordor that the invention
may be useful to trade it must have somothing to do with
production or manufacture. It mnst cithor concern gomo articlo
or product capnble of being bought and sold, or it must havo to
do with the method or mannor of manufactoring such article or
product, Trado depends upon production so far that withont
production theroe is nothing with which o trade. Patent Law
ios nothing to dowith particular mothods of trading or carrying
on businéss, because it is presumed that each man is at liberty

to adopt such methods as hoe may seo fit, and that it is already

! Edgcberry v. Stovens, 1691, 1 #feb. 2.0, 30,
= Sce Part 11, chapter I, page 75.
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witlon tho enpneity of o lrador to ndopt nnoh mothods or
nnprove spon tliom no foar a9 ho moey find it dedieablo in hin
burimess. "Uhnyg no patont enn lﬁp;lllly bo hold for nny finnneinl
neheme, mothod of condusting huninons, mothod of Froopinge
accaunts, or for any proceedingra of perdonn of whodover nadare !
no longr nn thoy mro nol dircotly concornod with the atopn or
atagcen of noma nmnu!nf‘hlrnqr rOCORT, Hnmlmly, thoro enn he
no right of patont. in any now gamo, for tho objost of o grame
in not, the production of o vendible wmntorinl,  1'ho implomonts
with wilneh tho gamo i lo bo playod may, howovar, prosont,
pirlontable subject molier, A barvo digcovery of n now prnwlplv
thoory, or ln.w of nuduro provionnly unknown may bo n dis.
covery, bub it in not sufliient to conatatuto o patontablo invon-
tion, for so long no i romaing in its abatract and unappliod
atado it in of no ugo to trade.  'o ontatlo the invonlor to w
prtent for it ho muat veduceo i fo o practizally unoful form, ha
munst embody it in o machino or implement. or e mnp{ruimn or
in o mothod or procesu of mnnnfnnfmm in fuel, ho munt show
a definife commorcinl nso for it in ]n*nrlnvlmn nnd how that
ALY, ln "y Lu h“iﬂ.tlﬁ. J"Ln ‘“ H!f:: M ]-’.}:'Ff an 1* !“ not, “rn"lrnﬂ ot
168 only  the siate of an abutract prineiplo, and consequontly
18 nob 1a a patentnble condition. Tho patont in not }m‘ (ho
iden, whiclu in usunlly onl; an objecet to bo atlained, tho patent s
for tho method or res mlL of working out tho idea. It will nlso
ho obvions that thoro ean bo no patent for an offect only. A
porson. may  discover usoful quelities 1n o machino or In »a
composition or in n nntnral prodnet, tho existonce of which
qaalitios was previously unsuspocled, but ro long a8 tho
aching, composition, or nntural product remning in itsclf
oxeelly tho same as it was beforo, ho cannot legally posuess o
patont, beeango there is no now production or Improvemont in
the articlo ilgelf. A purposo nlono cannot bo patonted, sinco
to use an articlo for ono pnrpose which was previously usod for
anothor purpose does not necossitato any instanco of n now or
wnproved production. Tho uso of ofher as an anmsthotic was
n valuublo discovery, but not a patontable invontion. The
invontor must ckmly distinguish betweoen the invontion which
resudts in a new or improved production and that which is
simply o, use of known material, for tho first is patontablo and
tho second not.

Novelty.—Thoe second test of an invention is its novelty.
When an nwcntlon occurs to anyone, it docs not follow that

' Mnany foreign laws specially name such proceedings ns not pmentnble.
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that. fuvention is necessarily new and previousty anknown to -
.~ others, yet it would be clearly unjust to'the publio gemerally

to. » monopoly to an individual for & matter of which the
“public ‘alresds- Md;-*mi’ﬁu’ieﬁt' kpowledpe:” When Patont Law
was'still in an unsettied state, the grént of many dbnokions
ents led o the determination that no patent counld hg't:!;f |

[

-grsnted which wonld or could have the effect of prevent: 3
any person from doing that which he had a perfact right and.
capacity to do befors the grant of the patent. This isa per
foctly trme and equmitable statement, since patents are only
. -ﬂnhd tc inventors for the good they do to the realm in the
- disclosure 6f snch information a8 was previously unknown and
unattainable. The inventor receives his monopoly for a time iun
" copsideration of the public receiving new and usefol informa.
tion. If under pratence, or belief, of disclosing such new and
useful information the inventor is only telling what was known
or had been published before, he is giving nothking to the pablic.
It is plain that the simple repetition of formal:lgjwloaed infor-
mation 16 of no such benefit to trade that it shonld entitle the
rediscovarer to a monopoly for any 1 of time, so no justifi-
cation exists for the grant of patents where the invention ig
found lacking in novelty. The methods of testing the novelty -
will be better reserved until the legal side of the patent syatem
of Great Britain is considered at length in Part 11, since w-
design here only to ontline the law to show its general character -
for the purpose of inquiring into its actual commercial vaiae for .
an inventor. , , R
. Utllity.—The third test of an invention is ite utility. A«
& requirement of the law this resta upon a foundation of les:
ectual importance than the requirement of mnovelty, ginoe if an
invention is ot nseful the monopoly of its use wili not be feli.
as a bindrance. - Nevertheless, as it i3 not to the advantag;.
of the patent system that patents should be granted for 'nseles: -
--inventions, the. possesgion of utility is imposed as. & test. . It

has been stated that & reason for this requirement lies in.th:
fact that the grant of a patent on a useless invention might have -
,the effect of hindering the use of & similar bnt.useful. inven.; .

_ tion. Cases may be conceived in which inventors may. ofsiy .
. ont thoir ideas in practice in such a. way -that theymt:o't
" " usefully be worked. They may be overloaded with unueceasary..
~.details, and in effect uscless to.the pmblic, yet. may seres:for .
~ .grounds for acking royalties from those who may sfterwards '
.| be so fortunste as to bring: ont.a simplified and really usefnl. -
... Jwprovement; Bnt Patent Law cannot measure the smound of '
T T

- ]
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utility or draw a line between great and little utility;
sufficient is it, therefore, if the invention shows any utility at
nll. Whatever utility the invention possesses must natarally
be a utility for trade. Pecuniary saccess 18 not s proof of
utility, nor the want of it the roverse. An invention need not:
be better commercially than others that have gone before, but
it must show some utility in being ca'eable of performing the
parposes for which it is intended. 'The manner of applying
~ the test of utility will be shown more fully in the chapter so
headsd in Part II.
Ingonuity.—A fonrth test is sometimes applied to arrive st
a final judgment on- the question of patentability of an inven-
tion, and that is whether sufficient ingennity has been showrn:
in the actual novelty of the invention that it may be considered
worthy of a patent. This guestion is apart from the actunl
value of the invention, and must be decided more or less solely
on the evidence producible in each case of the difficulties to bo
overcome in bringing the invention into its completed state.
The question 13 in trath subsidiary to that of novelty, and is
principally an extension of the terms of the latter. An inven-
tion i8 not new if it has been previously disclosed in its
entirety, but we may equally say that an invention loses its
character of mnovelty if so much of it has been previously
known that the completion of the resuit under question wounld
have required only the ordinary skill of a workman in the
respective art. If it wns within such workman’s ordinary
capa.cit{;, as to which evidence can be produced, the patent
would have the effect of preventing him using his professional
skill in that divection, and consequently would prevent him
doing what he could have done before without the assistance of
the pretcnded inventor. Evidence of want. of ingennity is
equally eviaence of the previous capacity of members of the
- public, and proof of the one is proof of the other, so that tho
question of ingenuity really forms no further test, bhut only
part of that necessary to deeide novelty, for the importance of
novelty makes it requisite to ascertain that there is substantial
-inventive novelty, and not mere colourable novelty in the
patented inventioh.
. Merit of Invention, and of Inventor.—We have thus
ascertained what pecunliaritics an invention must possess in
. order to render it patentable; it must possess proper subject
.. thatter, utility, and novelty of a substantial character; in fact,
. it'must be & meritorious invention, When it is &aid, shere-
- foreythat patents are granted asrewards to meritorious inventors,
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it must be understood that the merit dees not lie so much in
the time, trouble, or expense, that the elaboration of the
invention may have caused to its prodacer, for where the
invention is not new that labour is but valueless for the
Pnblin; it lies in the invented mattor itself. The merit in the
invention is the same whatever the actual difficulties of its
production. - Nevertheless, it is allowable in a sense to ascer.
tain what those difficulties were, not because the inveptor
happened to experience them, but in order to show that such
difficulties surrounded the attainment of the end, that the
carrying out of the invention required a faculty of invention
distinet from the ordinary application of expert knowledge
which might have been predicated in those skilled in the
relative art. o mnot, then, let an inventor be misled into the
supposition that the oxtent and difficulty of his trials will have
much weight in obtaining a favourable verdict on the patenta-
bility of his invention, much less that the legal validity of his.
patent will be judged upon a consideration of his actual
endosvours alone; his invention will be judged by considera-.
tions wholly regarding its own nature, and the capability of
others performing it before the present inventor brought it on
the scene. |
Disclosure of Inventions.—It is obvious that so long as.
an inventor keeps the secret of his discovery locked up in his.
own breast, the public are none the wiser and nono the better
off . for his invention. The whole object of the system of
granting patents 18 to obtain the disclosure of new inventions,
so that the knowledge of them may be of public use. .So self-
evident is this object of the Patent Law that the offer of tho
grant of a patent has been likened to an invitation to enter
intc a bargain, in which the pafent is considered as a return
for the disclosure of the invention, and the graut of a patent
is o ratification of the bargain. As an analogy, this falls
" gomewhat short of exact truth, just as does the theory which
represents a patent as simply & reward for the disclosure of the
invention, given entirely out of grace and favour, the inventor
not having any absolate right to demand such recompense.
Patent Law is, in truth, a compound of both these, and the
State appears to rest on the one logical foundation or the other.
a8 best serves the turn of the moment. Thus, 1f & meritorious
mventor happen to disclose his invention before he applies for o
patent, it 18 said that the public, being thereby frecly possessed
of it, receive no further advantago on or by grant of the
patent, for. the latter must be for something absolutely new. .

¢ .
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and anknown to others-at the time of its grant; on: the con-c
~ trary, shonld the invention not have been previously disclosed,
"bat the actual inventor in- this country have imparted it to-
another person who applies for the patent, even though he have.
the full consent and-approbation of -the inventor to this counrse,
. the patent is held invalid since the applicant is not- entitled to.
. the reward. The first instance upholds the bargain theory in
the face of the equities of the reward. theory, while the second,
:Eparently gshowing all essentials of a good -bargain, nnllifies
e practical qualities of the laiter as a working theory, by
recourse to the most absiract qualities of the reward theory so
conveniontly overlooked in the first case. . ;
True and First Inventor.——The value of disclosure bas &
great influence on the .meaning of the words * true and first:
inventor.” - Under the Statnte of Monopolies of James I, a.
patent.can be granted in Great Britain only to the true and first
" inventor of the “ manufacture” or invention; nevertheleas, it -
i8 obvious that no benefit results to trade by the. simple
digcovery of the invention. so long as it is kept secref, the.
benefit of trade commences only with the disclosare' of the
invention. To-harmonise the theory with the practical advan-
tages it is designed to produce, the true and first inventor is
not presumed to become such in the eye of the law until he has
made a disclosure of his invention, or, in other words, made the
~ invention s part of the pablio stock of knowledge, and this view
. of the law is followed ix nearly every country in which patents
. arve granted, the United States of America being the only
notable exception. - .
-+ Applying for a patent.is considered the same as imparting
the-invention to the public, becanse the latter is a ne
" inoident of the application, therefore the first applicant for
patent is preferred to.all snbsequent applicants, sven though in
truth the later applicant may be the first actual discoverer of
the:.invented mattor. The same effect is8 produced by dis-
 olognre -of the invention without applying for a patent, the
- disclosure .is sofficient to prevent any subsequent applicant for
. patent from oalling himself in law the * trae and first inventor,”
whatever may have been the date on .which th: invention was
" -alregdy in his mind. L .
- .0 Time . for Disclosure.—The importance of & full and early
-+ digolosure; has been seen, but we must not jump to the con-.
“:-elusion. that & too early disclosure will benefit the.inventor, on.
<" %lie: contrary, we have already incidentally referred to the fact, -
:{¥nt if the invention is disclosed to the public before the dato,
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of the patent, the inventor loses his right to' the latter, since the '
blic are then alréady in possession of the invention.” There -

18 & time for all things, and this maxim has ity force in Patént
Law. 'In a system of such far-reaching importance great care
must be exercised to avoid loopholes for abuse ; to once allow

that an inverifor was entitled to a patent at any time after the'

invention has beén given to the public would open the door to

& great deal of fraud on the public. Inventors would wait and

see if their inventions became appreciated by the public, that
i8, used by others, before they applied for patents. " Aunyone
then using would have to cease, perhaps at great inconvenience
and loss. Persons would claim to be inventors of matters
already in public use, and few means would exist of testing the

trath of their claims. Rival inventors would arrive and
dispute priority. Some such results as tliese are seem in the’

United States, where an inventor is permitted to apply for o

patent at any time after he has cothpleted his invention'so long
as the invention has not been known more than two years:
preceding the date of his application. In some countries, India-

for example, the inventor 18 permitted to take a patent afteér the- -

invention has become known or used, 'provided hé applies
within a certain mentioned time after the disclosure or the nse
occurred. There appears, however, to be little advantage in
these special dispensations compared with their public dis-
advantages, and any advantage they moay have for an inventor
in enabling him to test his invention before taking a patent,
are equally provided for in a different and more unobjectionable
way in the ‘‘ provisional protection ” accorded under the British
law, on wliick we shall have occasion to comment fally herein-
after.

Nature of Disclosure.——~When a patent is offered to an
inventor in return for a disclosure of what is presumed to be a
secret unknown to others, 1t i upon the clear understanding

that the disclosure 1s to be full and complete in every direction. - .

The inventor should give such information that others having

only an ordiuary knowledge of the particular trade to which

the invention relates may be able, from that information alone,
to fully practise the mew invention in as beneficial & manner -
and with a8 complete knowledge as the inventor himself -

possesses of all its pecularities. This iuformation, though

complete in itself, must not be too discarsive or overshadowed
"~ by unnecessary details, tending either to obscure the real pointa. .-
of the invention or to cause people to believe that the monepoly.

. 'coversmore than the inventor is entitled to claim, forthepublicare
BRSha o P R Y
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not only justified in obtaining a deseription which shall contain,
full information on the invention, but also equally full instruc-
tion as to what the invention or novelty itself exnctly embraces.
Nob only should the invention itself be pointed out, or, as the
Act says, “ its nature be particularly ascertained and described,”
but the disclosure must contain also a statement * particularly
ascertaining and describing how it is to be performed.” This
information is distinct from the natare of the invention itself,
and shonld, therefore, be held distinet in the description, though
this is not absolutely mnecessary so long as the specification
which the inventor is required to furnish contains both., In
describing the manner of performing the invention every detail
that may be necessary or advisable for a workman in the
relative trade to know, should be carefully pointed out in
unmistakable terms ; where more than one method ie known to
the inventor each should be described, care being taken, how-
ever, to point out which is the best according to the inventor’s
experience, so that the public may have equally beneficial
knowledge. The specification shonld not contain reference to
needlessly exﬁnaive ingredients or time wasting or roundabont
methods nor be in any respect misleading. It must be clear,
candid, and sufficient,



CuAPTER III.

OPERATION OF THE PATENT SYSTEM.

Necessity of Safeguards.—We have now traced the nature
and general policy of the patent system, distinguished those
kinds of inventions which the system is intended to develop,
and shown on what theory their production and disclosure are
promoted, but we have yet to consider how these theories
actually work in practice, and more- especially that further
mest important aspect of the whole system, namely, the ve
necessary provisions for safegnarding existing rights whic
might be prejndicially affected by patents granted, and in
general to prevent abuse of the opportunities afforded to
individuals by the patent system to the detriment of the nation.

1t must be considered what an immense power is placed in
the hands of an inventor by absolutely securing to him the
profits of the particular manufacture which he has invented,
and expressly excluding everyone else within the country from
practising the invention without his permission, how the
slightest overstepping of the bounds of what is new in the
invention may have incalculuble effects if upheld. The patent
may embrace ever so little of what was formerly known and
practised, but the evil effect of that small encroachment on
public property is magnified a thousand fold by the immenso
number of the population which it will affect- Such an
. occurrence would affect every citizen more or less directly, for
while manufacturers would be precluded from making that
particular article, its price would be raised to the public
generally.

Equally evil effects would be cansed by any uncertainty us
to the nature or extent of the particular invention wunder
protection of the patent, any error or inaccuracy of description -
or ambiguity of terms likely to lead to misapprehension.

In all such cases it is not simply one or two who are
prejudiced but the whole nation which suffers, consequently the
imperative need of preventing any such state of things is obvious,

A T '\‘*
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This ciroumatance alac proves the necessity of the strictest

possible application of any test that may be suitable.
The Origin of Safeguards will be best seen on reference

more particnlarly to the English Patent Law.
Before the true equitable conditions undor which patents

- should be granted had come to be generally understood, and

while, 1n fact, the system was in its infancy, it was no unusual
occurrence for patents to be granted vesting in individuals the

. ‘monopoly of whole trades to the great injury of those who had

up to that time obiained their living by them., Amongst such
grants were patents for the sole right of importing sweet: wines

into the port of London. Patents for iron, vinegar, salt, sea

_ coals, paper, and lead are amongst them, monopolies of neccssaries

of life, L -
In 1601 Parliament made strong remonstrance to the Crown

.and amendment was promised, only, however, -to be soon
. forgotien in the grant of further privileges of equally intolerable

nature.

.. Matters continued in this unsettled state until after tl.o

_death of Elizabeth, when James I sought to pursme the same
‘ qouraen.

A successfnl stand was at last made in 1628 by the introduc-

tion and passing of the Statute of Monopolies which was in

" effect forced upon the Xing and received the Royal assent.:
- Thig Actis in part still in force and forms the basis of tho
. present Patent Liaw in Great Britain.
-. . According to this Act, monopolies in general were declared
" -woid, but Letters Patent for inventions were specially excepted

under .certain provisos which most effectnaliy restrained tho
injustice which characterised the majority of patente befaro
that date.

.. ... This is practically the firat introduction into Statute Law of
th t .of patents for invention, but it did not state .auny

.

-novelty, for the common law concerning patents had already
‘been sufficiently clearly expressed by Judges in varions patent
-onuses.,. The Statute of Monopolies is, doubtless, an. anthorita-

tive statement of the law, but it did not bring into.force any

- .new law beyond thatit limited the dnration of patents to fourteen

Years

.7 .The Inventor and the State.—It is .essential that tho
', -reader ahould recognise at the outset that the interests of the
. -individogl-inventor .and .of the State are very different .owing

- to -the.-different utility the patent system has for each.: .In

,,,,,

;:;?:Thmy',WMtg,iindeed,t e several interests. ave. clearly aniago-

'
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nistic, since the inventor’s profit ‘being at the expeiise of the
*remainder of ‘the inhabitants of the State, is no profit to the
.State, but, indeed, & loss, since the profit which the other
subjects might have made if free to use the invention is lost.
"1t i3 to the advantage of the State that the novel features of
- the invention shonld be distinctly valuable, and not that patents
should be npheld for inventions in petty details which in truth
required no inventive faculty., It is also the State’s object that
the invention should be clearly described, so that the public
may be able to perform the invention when the monopoly
expires, and that the novelties should be clearly distingnished,
so that it may be easily seen what the monopoly covers. From
the inventor’s point of view, the patent shonld cover all that it
can, 80 that the monopoly may be the broader and more valu-
able ; vaguneness of description being possibly an advantage as
tending to widen the limits of the patent. - The temptation to
.patent what was not really new would also lead to great abuse
of the system if it were not sharply checked. ~

Monopolies of known Manufacturers.—It was aheady,
and is now, a maxim of law, that no monopoly should be
granted which would have the effect of preventing any person
from doing that which he was lawfully entitled and able to do
before the monopoly was given. It needs but very slight eon-
sideration to understand that such a maxim 18 not only
equitable and just, but absolutely necessary for the develop-
ment of trade generally.

Not only wounld it be wrong to deprive one man of his
legitimate right of trade for the benefit of another, but it wounid
be immeasurably worse to deprive & whole nation of snch a
right for the benefit of an individual. -

This applies not only where the persons deprived ave
actually carrying on that trade at the time, but also, though
perhaps in a less degree, to all the remainder who up to snch
time gﬂad both the opportunity of such trading and general
indivect benefits therefrom as consumers or otherwise.

There is another reason against such monopolies, that is,
~ that they are quite gratnitons and unwarranted by any benefit -
conferred bythe individual on the community, for uniess the -
trade monopolised be based on some novelty introduced, the
publio gain nothing,. l

Such invalid monopolies are thus doubly impolitic; the
deprive others of exercire of their lawlul rights, and they givo
nothing in return. | o B |

. Where, however, the monopoly coucerns a new invention, -
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the case is entirely altered, {he veiy fact that the invention is
new presupposes tha* others neither already use it, nor know of
it, nor can know of it. No man is deprived of any rights which
he had before, for there can be no right of use in what does not
exist, and no right of knowledge where there is no source of
information. On the other hand, the inventor presents to the
State something new, some addition to the stock of common
knowledge, and his patent is the reward therefor.

These maxims nre just as applicable in the present day as
they were in the beginning of the seventeenth century, but the
inventor has the advantage that they are better understood and
more logically followed.

Ambiguous Monopolies.—Equal public disadvantages can
be urged against those monopolies the extent and limits of which
are not exactly defined. Whenever a patent is granted it
should be easily determinable what is and what is not within
the patent, otherwise the public cannot be presumed to know
either what the new knowledge is which the inventor pretends
to disclose, or what, at the same time, he intends the public to
tio prevented from using.

It 18 discordant with public policy to compel obedience to a
patent founded upon an indefinite or unintelligible specification,
and it 1s equally contrary to the theory of the Patent Law to
admit and uphold the patent where the patentee has mot
properly fulfilled his part of the bargain and disclosed his
invention so that the public have a sufficient knowledge of what
it comprises. Double ground therefore exists for declaring the
invalidity of an ambigunous patent.

‘Uncertainty of Inventorship.—1It is also impolitic to graat
patents, even for new inventions, to others than those whose
personal merits have entitled them to snch monopoly. This is
recognised under the British system so far as to he carried to a
length which actual circemstances hardly justify, It requires
little proot to show that a general sense of insecurity and
injustice would be felt by inventors generally if the law were to
-uphold patents granted o persons who had become possesscd of
the invention of others by unworthy means. This circam-
stance alone in its repressive effect on the development of
invention would be sufficient to secure disapproval of the policy
“of such & course, even though it may be urged that the public
are equally affected whether the patent is in the hands of one

" perzon or another,

| Great Britain in denying the existence of a personal right
., toreceive & patent refoses to uphold a patent granted to any
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other than the true and first inventor himself. Most other
countries, on the contrary, aliow the inventor to transfer to
others bis right or permission to appl{ for a patent, and will
cqually uphold a patent granted to such transferee, eo long as
the patentee has secured the invenfor's permission.

| ﬁatm'e of Patent.—If will be gathered from the foregoing
that when we say that a patent for an invention is a monopoly
of that invention for a limited time, so that only the inventor
or those to whom he has given permission can use the inven-
tion, this statement requires some qualification. The patent is
more troly a deed issned by the government to the applicant
as an evidence that the applicant hus laid claim to be the
inventor of the particnlar matter of which he has furnished a
description, and that, presuming his statements to be trune, he 14
entitled to the monopoly that the Patent Law gives in such
cases. In no case is a patent an absolute asswrance that the
monopoly can be upheld, for reasons that will be more fully
understood safter further explanation. This fact, which 1is
fundamentally necessary in all systems of patent law that have
ever been devised, however they may approach perfection,
must be always borne in mind by inventors and others dealing
with patents, Questions concerning thia point aresaid to refer
to the validity of the patent.

Validity of Patents.—Thus, although the law only intends
that there shall be certain patents, there are, in fact, many
patents granted which are contrary to the law, either, perhaps,
in the invention being unsuitable or wanting im novelty or
utility, or In some fault in inventorship or otherwize. What
18 to be the policy of the State in denling with this state of
affairs P

1t is clear that the simplest mecthod is that adopted; those

tents which satisfy the Inw are declared to be valid, and will
Eg sustained, those which prove to be contrary to the law are
held invalid and will not be enforced. Decision on the question
of the validity of any point is lelt to the judiciary., |

No country has yet been able to devise o system under
which application for patents can be so perfectly sifted and
adjudicated upon that all those granted shall be, spso facto,
valid, and at the same time all those rejected assuredly invalid ;
the conditions under which patents are upheld renders such a
system practically impossible, for no body of porsons, however
learned and however well provided with sources of information,,
can absolately pronounce on either the novelty of the invention,
the sufficiency of description, or the truth of the allegation of
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inventorship. There is no escape therefore from the liability
to after decision of any such question adverse to the patent, for
either the courts must have power (o pronounce upon & patent
when called upon to do so, or public rights must be liable to be
aquashed. The overwhelming importance of the community
with regard tc the individual precludes any attempt in the
direction of the last alternative.

Enforcoment of Patent.—As the certainty of validity of
the patent does not depend on its grant or the questions arising
at tT:o grant, a patent, although usvally worded in vigorous

terms of admonition, cannot be summarily enforced. Should
any party make use of the invemtion unauthorised by the
patentee, and not desist on demand, the patentee’s remedy
lies only in an action before the competent .tribunal (in
England, tbe Chancery Division of the High Court of Justice)
to obtain the order of the court for the appropriate relief—that
is to say, for an injunction or interdict against the continuance
of the infringement, and either for recovery of the amount of
the damage the patentce may have sustained through such
unauthorised use, or for an account of the profits made by the
infringer for the purpose of handing over the sum 1o the
patentee. The al})eged infringer may, however, prove the
invalidity of the patent, or that his acts are not an infringe-
ment,-or not within the invention patented to the plaintiff, and
.in any such event the aotion cannot be supported.
Distinction between Executive and J‘:ldjcial Functions.
. =—Questions which in any way concern the right and authority
of the inventor to hold and exercise his patent rights are, as we
have shown, of great public importance, and require the most
- careful consideration for their judgment. The whole theory of
patent practice in this country, and in nearly every other
country granting patents, places all thegse questions without
resorve in the bands of the Courts of Justice. Great distine.-
- tion is. usnally placed between the functions of the executive
and of the judiciary. The grant of & patent is simply an
exccutive operation, and, consequnently, the officers entrusted
with the necessary duties have but to satisfy themselves that
- the official requirements are carried out; they are not intendod
-.t0. judge questions of law or fact, and consequently their
- aoceptance of documents in no way renders those documents
" mnassatlable at law. To render a patent absolately valid with-

-

mnt appeal, simply because an examiner has passed the specifi-
+-oation as sulflicient, would lead to intolerable injustice to the
public, especially where, as in Great Britain, the examiner has
e ] Ce . o : .
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no means of toating the novelty of tho invantion or tho porusnnl
vipehta of tho appheant for tho patent,  Vory wisoly thon, in o
covlain gongo avo thoso dabien not put on the shoulders of tho
oxaminern, for nn wo havo scon that tho only absolute necessity
i n complolo diselosure for the porformance of tho 1avention
by tho publio; ro lony ag this duly 1r porformed the othoer
quostionns may ho lett ondivoly to  the Gourin without any
prolenco or assistanco of proviona deciaion in tho Patont, Oflice.

I'n somo countries tho oxceutive and judicial foatures aro lo
n cortain oxtont confided 1o ono and tho snmo body. Thusg, in
Gormany the Palent Offico in the first mstanco judges not only
if thero 19 novelty in an invention, but whother tho actunl
novelly ahown in saflicicnt or of snch o kind ag to, in their
opinion, bo patentable in (German) law.  Thoro is no appeal
from tho Patent Offico in this veapeet.  Farther, if any person
disputes o German patent, tho anit of nullity which ho must
bring is in tho fivst instance decided by the Patent Ollice,
though 1n this ease there is an appeal to thoe High Court of
Licipzig.

Opinion gonerally favours an indopondent {ribunal for
adjustment of such differences ng rest upon mntlers of opinion
or estimation rather than on ascerimned and definito facts,

Policy in Grant of Pntent.—l1t 18 a question of consider-
able importance whother the systom of patents shall le, so to
apenk, allowed to run free, and all patents asked forbe gravted,
rolying on the simple declaration that those found invalid in
Inw shall bo inoperative, or whether steps shall bo taken to
prevond, or ab loast minimise, tho granting of invalid and
ansustainable patents.

Thoso in favour of tho former method arguno that the whole
rpirtt of law and constitution of this conntry poiuts unmisink-
ably to regarding the grant of & patent as an executive act,
they deprecate the mingling of judicial functions, and declare
in favour of thie absoluto freecdom of the individual to receivo
snch patent as he may ask for without control or guarantee.
Those in favour of the latter muthod point to the detrimental
cffect of such freedom of grant in the preparation of applica-
tions, in the uncertainty ot tho validity of patents granted, and
in prejudicing the more important sociological and educative
offect of the patent system whicl may be said to bo.its end and.
aim.

The present policy of Great Britain leans to the former
mothod, but with a care for the public advantage in obtaining
o full disclosure of tho matter alleged to be invented.
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Policy of British Patent Grants.— So long as the monopcly
in aoy invention lasis it is important for the public to know
the exact limits of that monopoly, but if there is no patent, or
the patent 18 one which, for some reason or other, cannot be
upheld, then information on this point 18 not reguired by the
public since the public may use tho whole. Whether the patent
18 good in law or not, however, the public are equally concerned
that the disclosure of how the invention 18 to be performed
fhall be complete in every respect, because any deficiency in
this respect is so much loss to the public when eventually the
invention becomes public progerty. Discizenre of the means of
performing the invention, and disclosure of the nature of the
invention itself to distinguish new from old, thas stand on
somewhat different footings; the first is absolutely necessary to
the public whatever the validity of the patent, the second is
only neccessary so long as the patent is in force. If then it be
made a condition that no patent shall be considered valid,
unless it sufficiently distingnish new from old in the tnvention,
thoe onus in this respect is shifted on to the shoulders of the
inventor or patentee, and the latter may be allowed to fulfil
the condition, or neglect to do so, without any loss to the
public. A short consideration of this point, which is s very
important one for the inventor, will show that it is even to the
public interest, as opposed to that of the inventor, that the
latter should n~t point out new from old, for in such casgo the
public obtain the information as to how to practice the inven-
tion without the disadvantage of having to wait before using
this knowledge until the patent is expired. Under such cir-.
camstances it is not to the public interest to see that the inven-
tor does what is nccessary for his protection ; in this and other
instances it 18 always presumed that the inventor will take
sufficient care of his own interests. 1f he mneglect to help
himself, the State is not called upon to help him, much less
when to do so would mean that the vast majority would be
deprived of a benefit.

Examination.—From the previous paragraph it will bo
obvious that the only point that is of direct importance under
any circumstances to the public in the disclosurs is that tue

.8pecification or description which the inventor is required to
furnish shall contain sufficient information to enable the public
to carry the Invention into effect, because this information will

- be advantageous to the public when the patent has expired.

Under the British law this is provided for by an examination at
the Patent Office before the palent is granted. This examina-~
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tion .is applied only to the specification filed and not to the
inventor personally, so far thorefore it cannot be in every
respect complete because the examiner cannot go farther than
the papers before him. So far as those papers describe an
invention the examiner may seo that the information of the
details is in his opinion, sufficient to enable the invention to
be carried out in practice, but inasmuch as inventions cover a
very wide field, and from their very nature are presumed to be
novelties which the world at large is not acquainted wiih, a
completo and safficient examination cannot be in every case
relied on. 1t should be observed that the examiner can only
judge of the invention put befors him, he cannot detect
omissions in the principle of the invention, nor can he ascer-
tain that the inventor has described his invention correctly.
So much for the examination actnally made or attempted, but
no examination i8 made at all as to the novelty of the invention
or its utility, nor as to the inventor distinguishing what is new
from what 13 old, nor even so far as this may be within his
knowledge. No examination is made a8 to whether the invention
presents proper subject matter, nor whether the applicant is the
trne and first inventor in law, because all these matters concern
the applicant alore and are not deemed absolutely necessary to
the public bencfit, yet they also must every one be correctly
sttended to by the inventor for his own benefit, or his patent
will be of no force or validity.

Examination Abroad.—All countries are at one in con-
sidering certain classes of inventions as not being fit subjects for
patents, for instance, those lacking subject matter—novelty
and utility—terms previously explained; all also are agreed
that a patent for an invention not properly described according
to the law cannot be upheld, yet but few countries make any
pratence of examination on those points before granting the
patent, and in those countries where there is an examination it
scldom extends in any adequate way to every point on which
inquiry is needed. Of all government examinations that made
in Germany is nominally the strictest, extending not only to
novelty and proper presentation, but also to snbject matter,
utility, and merit of the invention, so that no patent is granted
for an invention which does not fulfil all the conditions as
clearly as these can be ascertained by the Germans. In the
United Statcs, where an examination as to the novelty and
presentation of the invention is especially logical and strict,
but little account would appear to be taken of the merit and
utility of the invention or improvement. In Canada, Sweden,
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and Anstria, the examination extends more to the sufficient
disclosare of the alleged inveution than to its novelty and
merits, thongh these latter are within the purview of the
exemination; in Victora and Queensland examination is made
as to novelty and snfficient disclosure, but not as to the
accurate definition of the invention. The United States system
of ¢ claims,” than which none other is logically more exact, is
‘“anathema maranatha’ in Victoria. In Great Britain the
examination extends only to sufficient disclosure of the manner
of performing the invention, and not to the merit, novelty, or
utility of the invention or to its accurate definition. Most
of the British Colonies follow Great Britain, or else do not
make any examination at all. Russia examines the sufficiency
of the specification, and to a certain extent the novelty and
utility. Denmurk, under a new law, followinz substantially
tlie German law, will doubtless embody the German method of
examination, Pern, Chili, Guatemala, and Hawaii nominrally
examine the novelty of the invention. (ther important
countries, for instance, France, Belginin, Italy, Spain, grant
patents without any examination whatever.’

There is a great diversity of practice in this as in every
other particular of Patent Law.

Policy of Examination.—The diversity is due to s varying
estimate of the general expediency of an examination. The
examination made in Great Britain in what it includes and
avoids rests, as we have seen, upou an easily explainable logical
basis, namely, that the examination is only to avoid detriment
to the public in any event, not to protect inventors; this very
strict interpretation of the benefit of trade is nevertheless some-
what narrow and illiberal, and practice has shown that it fails
in its object by being misunderstood by inventors.

- Considering the subject nnder the broad objects of Patent:
Law, it must be remembered that while the effects of the patent
system present themselves only as a general whole to the public
from whom the runks of inventors are recrunited, every useless
aud non-productive patent not only goes to diminish the
apparent usefulness of the system as a reward for invention,

- gud 8o renders it less an object for public attention, but it does

more than this : it tends to promote a want of confidence in the

~ solidity of the ostensible benefits of the system. Patents may

"be unproductive from many causes, but these may be divided

- under.two heads, viz., those refersblc to faults in the invention
.- itself or to the inventor or patentee as such, and those referable

: +simply to'informality in patenting an otherwise valuable inven-

1 .-:‘P a



OPERATION OV THB PATENT .SYSTEM, 31

tion. For causes under the first head there is, of coarse, no
direct remedy; no law can make a man discover a profitable
izvention or give him that business aptitude necessary to meake
an invention a good success, thongh its educative nfluence ma
even help in this direction by assisting an inventor to diatinguia{
a good from a worthless invention, but for canses under the
second head a remedy may easily be found. It is also patents
under this latter head that are more pernicious in their general
effects. Though cvery invalid patent is an advertisement
against the patent system, those whose unproductiveness is
evidentiy due to want of value are not responsible for the want
of confidence in the honesty of the system which the existeace
of patents for good inventions held invalid on technical grounds
induces. To produce confidence in the honesty of a system,
the benefits which the system pretends to give to inventors
shonld he universally and generally recognisable as realities ;
as more substantial than empty promises or assurance, as more
certain than gifts presented as it were with one hand and with.
drawn on some legal or techinical pretext with the other. If it
is good policy thut an inventor should have an actual monopoly:
of his invention for a time as an encouragement to others, then
the State should take all reasonable precautions that the
monopolies granted should be capablo of being upheld, If the
State affirm the policy and neglect the precauntion, the State acts
in & way cxactly contrary to its own policy. -

Where an examination does not extend to all the points
necessary to be determined to ascertain the validity of a patent,
reliance can only logically be placed on the assumption of law
that every person knows the law. If it were a fact that the
knowledge of the theory and practice of Patent Law were
universal, then an examination of all applications for patunts
would not be nceded, since they would invariably be found to
be correct in every particular. Iven where the majority of
the applications are correctly prepaved the whole might not
unrcasonably be left to take care of itself, but when, instead
of universal knowledge of Patent Law, we find almost universal
ighorance, it would appear that the best cure is to be found in a
strict examnination.

Disadvantages of present British Patent Act.—It is well
known to all those whose business leads thew into intimate
association with matters relating to patents for inventions in
this conntry that the system paorsued- here in the grant. of
patents on the one hand more or less -indirectly canses many
poracne to throw away their time and money in obtaining
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patents for inventions which afterwards prove to be wanting
in patentability, and, on the other hand, leads many persons
having valuable inventions into losing their rights by inatten.
tion to some essential of the law the existence of which they
are ignorant of. Of late years, since 1883, the effect has
bhecome vastly more noticeable, and its increase is directly
attributsble to the Act of 1883.

The avowed intention of the framers of the Patent Act of
1883 was, by simplifying the procedure and lowering the initial
cost of a patent, to bring the advantages of the patent system
within the reach of all. No doubt the attainment of these ends
is & great advantage in itself, but such are not without minor
disadvantages which the Act has done nothing to minimise.
Thus the lowering of the initial cost of a patent naturally
widens the field, not so mach for bringing in the more valuable
but rather the less vainable inventions which were formerly
considered not worth the expense of a patent. This lowers the
average value of inventions, and conseguently tends to lower
the average care taken in patenting them. The cheapening of
a patent also lessens its apparent importance, in the minds of
those who are apt to estimate the value of a thing by the fime
and cost necessary to obtain if, and in any case removes the
incentive to careful consideration on the part of a prospective
patentee which the necessity of disbursing heavy payments
formerly afforded. The simplifyiug of the procedure necessary
to obtain the grant of o patent has the same effect of lowering
its apparent importance, There is but little true simplification,
that is to say, it is more in outward show than in the funda-
mental necessities. Itisno longer nominally necessary forsuch a
high official as the Law Officer to the Crown to examine a provi-
sional specification, nor is aspecial warrant now required before
the patent can be sealed. The Letters Patent themselves,
formerly a most portentous document upon a square yard of
parchment, with an impression of tho Great Seal of England
in wax weighing about a pound attached, have from time to
timo been shorn of their glory, until they are now but a double
sheet of type-printed paper with a red wafer in the corner.
But just as much care is still required in wording the specifica-
tions, &c., and in all other steps pertaining to the obtaining of
. the patent. .

1t is not the writer’s intention to cavil at this simplification
of Patent Grants, or in any way to suggest that the old solemni-
- ties should be revived, but simply to show that, while the

lowering of fees and simplification of procedure have the ill-
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effects {hat have been mentioned, steps should be taken to
connteract these tendencies which &ie 80 contrary to the general
utility of the patent system. If the individual inventor were
alone concerned there would not be this necessity, since it may
b2 the policy of the State to drivea hard bargain with him, but as
we have seen, the question concerns the whole pablic, indirectly
as potential inventors interested in obtaining valnable monopo-
lies, directly as users of patented matters desirous of certainty
as to what may or what may not be used without permission,
and as potential buyers or manufacturers of patents,&c. There
cannot be & doubt that the existence of a host of invalid patents
tends to annul general confidence in patents, to lead to litigation,
and to rob a goud patent of that self-evident value which an
inventor has a right to expect.

Such 1iunvalid patents further greatly confuse the records,
adding to the cost of proving or ascertaining the validity of
any patent and to the cost of searching, usually requisite in
preparing an application for n patent.

There may be several ways of preventing the grant of
invalid patents, but the best in practice is undoubtedly an
official examination of every application for patent. No method
can be absolutely perfect, an examination however good cannot
be absolutely complete, but if carefully and intelligently made,
it approaches certainty more than any other method.

Examination of Validity.—The uncertainty as to the
validity of a patent arises mainly from two considerations,namely,
whether the invention isnew and a proper subject for a patent;
and what exaclly the inventor intends to put forward as his
invention, where the invention begins and where it stops.
Now, although an examination on the iirsi of these points may
possibly fail to find some existing antecr:dent matter rendering
the patent void, and therefore can ouly approach and never
touch absolute certainty, there is no reason why a logical
examinntion on the second point should not be made with
success. Y et it is unfortunately true, and inventors should bear
it in mind, that even this examination is not made, and in fact
it is further off now than ever it was, for firstly the jurisdiction
of the Comptroller of Patents to control the claims in which
alone the invention can be accurately limited, was reduced to nil
by the decision of the Solicitor-General-in e Smith’s Patent,}
and secondly, even the claims themselves by which it was hoped
chat some more certainty would be forthcoming, have been

' Griff. P.C, T, 268.
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beld to'be not absolutely required by the law as defined by the,
Court of Appeal in Siddell v. Vickers! and affirmed in the
House of Lords.2. L | -

The present sxamination made by the Patent Office extends
only to ascertaining that the invention, or rather the manner of -
performing.it, is fairly disclesed in the specification to enable
others to. carry .it into practice, but it does not extend to
agscertaining if the applicant has sufficiently protected his
invention so a3 to exclude others from using it during his term.
This 18 left.entirely at the risk of the applicant; and the Patent
Office, in Sect. 17 of the Patent Office Circnlar, . especially
" discleims the giving of any legal advice or Gpinions on any subject
connected with the Patent Law. | .

Summaery.—Patents or monopolies of new and useful inven-
tions for a limited time are for tho benefit of the trade of the
nation, and the only inventions which can be protected are those.
useful in trade. Tho question of usefulness for trade has for
convenience been split up into various minor tests for the
. better unanimty of decision. The inventor must possess certain
characteristics and perform certain dutics to entitle him to a
patent. o S

The question of validity of any such patent when granted
deponds upon circumstances removed from the. power of the
Executive tp decide and relegated to Courts of Law. Patents
which are found to satisfy the law are upheld, while those that
do not are left unsustained and are consequently useless. .

The tests of validity are strict because the interests of the
community, compared with those of the individual inventor, are
of 1mmeasurably superior importance.

. As, however, the intention of the Patent Law is to promote
a general development of inventive faculty, the more advanced
nations iin: this particolar have instituted examination to, as
fer as pogsiblé, stop the issue of invalid and ambiguous patents.
Great Britain, hawever, prefers to leave each inventor entirely
to his own resources to secure validity in his patent.

- As all Patent Law is constraed with relation to public
Eolicg, the inventor must conform to the latter to obtain its
enehits,



 CHAPTER 1V..

THE UTILITY OF THE PATENT SYSTEM FOR THE
: - INVENTOR. =

Absence of Commercial Text Books on Patent Law.—We
¢an now pass to the opposite side of the question, and consider
the utility of -the patent system for the individual: inventor, an
aspect which may be presumed fo be of more direct and
personal importance to the reader. S
. It was necessary to commence with general policy of the
Patent Law,'and the intentions of the State, because the
inventor cannot be in a position to judge of the system and
employ it for his own advantage, without he is acquainted with
the general purpose of the Iaw, and the reasons which underlie
its particular provisions. To say this i8 to bring forward no
abstract theory, but simply to assert what may be daily proved
by examples. That many fail when they attempt to use the
patent system: for their pecuniary advantage, is due to misunder.
standing of its nature; for there is no need of such failure if
only -every intending applicant for a patent will carefully
ascertain beforeband what it 1s ‘that is necessary for smeccess,
and whether he and his invention answer the requirements ; all
these are ascertainable by those who will pursue the necessary
investigations, all that is wanted being to set the enquirer om
the right track, and point out the questions to which he must
direct his attention, It is to 'be regretted that there are no
authorities to which the inventor can refer upon the commercial
aspect of the question of patenting inventions; admirable text
books there are in great nuinbers explaining the Patent Law,
but without any guide to its- practical and commercial side.
Patent agents’ circulars are but a poor substitute, their small
limits prevent, adequate discussion, and the'more rosy aspect of
affairs is often dwelt on to the exclusion of - the drawbacks.
The inventor requires to have fully pat hefore him every
pro and con which may affect a’ just estimation of the adviss
ability of perfecting, patenting, and developing -an invention.
The “ultimate decision on the advisability - of procedure muat
rest with himself, - -, - - . o7 Lo D0
D Z
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The Utility of the Patent Law to an Inventor may be
summed up in its capacity to afford him the assurance of
profitable recompense for his tnvention. So far as the inventor
in concerned, the whole question simply resolves itself into how
the greatest amount of profit may be derived from bhis inven-
ticn, and the patent system cnters into the calenlation only as
a means to an end. To answer the guestion fully, the manner
in which the invention is best to be dealt with in trude must
be determined, and its valne deduced therefrom ; the method of
secaring this value and reteaining the profit of its use to the
inventor merit equal consideration. These two questions are
distinet, and the answer to one is not in any way an answer to
the other. The invention must have value, or the exclusive
monopoly of it wiil be profitless; and equally the monopoly
must be secure, or the profit of the inventicn will slip into
other hands.

As the valuation of the invention and patent rights depend
greatly on an accurate knowledge of the effect of the Patent
Law, this process, though strictly antecedent to procuring pro-
tection, must be reserved for a later chapter. For the present
we will assume that the invention possesses a sufficient com-
mercial vaiue to overbear the expense of securing that valune
to the inventor.

Possnibility of Secret Use.—Thcre is, firstly, the choice of
two courses open to an inventor, namely, to keep the invention
secret from cveryone, or allow 1t to become known to others.

" Naturally, if an inveniion be kept secret other persons
cannot employ it to their advantage, because they are ignorant
of it; or if not in any particular case entirely ignorant of it,
yet so far without knowledge of the way in which the invention
18 carried out as to prevent them from performing it. In such
a case the problem to be solved will be how to work the inven-
tion to a profit without disclosing 1t to others, or allowing it to
become known ; for direcily other persons become possesscd of
sufficent knowledge to practice the invention, the original
inventor will be left withont any advantage over his com-
petitors in tne trade, and consequently his invention will cease
to be the source of especial profit to himself.

Brief reflection will show that there are very few inventions
which are even of snch a nature to admit of their being secretly
employed to advantage, and even in cases where such secret
use is possible, it is usually not advisable. Chemical processes,
o1 methods of manufacture, can sometimes be carried on in
sccret, where the nature of their practice or of the result



THE UTILITY OF THBE PATENT SYSTEM FOR THE INVENTOR. 37

afforded does not cause them to become known ; the advantage
lying, for instance, in the chcapening of the cost of manufac-
ture, giving more profil, or in an improvement in the quality
of the product causing it to be preferred on the markets, or
fetch higher prices. Though there are in such cases consider-
able difficullies to contend with in keeping the invention secret,
they are not necessarily insuperable ; but a manufacturer using
a secret process is always more or less at the mercy of his
workpeople, while a number of competitors in trade will be
continually on the alert to discover all he is or may be doing,
more especially 1f there is anything noticeable in the product
which may lead them to suppose that it is not produced
altogether by the known methods. Failing their obtaining any
information, directly or indirectly, from the user of the inven-
tion, they will naturally be led to experiment to produce the
same result, and thus probably light on the same discovery;
whereupon the first 1nventor’s exclusive monopoly wonlad
vanish. Tho anxiety and, indeed, extra cost entailed in varions
ways by secrecy must also be taken into account.

The advantage to the original inventor would, therefore, be
in all probability temporary only, and for that reason corre-
spondingly small, while the expenses would be greater. ILven
though the inventor be ready to sell the secret, a price would
not be easily obtained for it, considering the necessary absence
of any reliable guarantee that the invention will not also be
sold or imparted to others, the danger of others inventing the
same thing, and the inability of the inventor {o transfer his
personal right of patent under the law in force.

Where Secret Use is Impossible.—By far the larger
number of inventious, however, fall into that class in which
there 1s no possibility of special commercial advantage from
their secret use under any circumstances, In this class may be
included all new machines, instruments, or articles of commereco
considered as vendible commodities themselves, and distin.-
guished from those used simply to manufacture the vendible
commodities, It is obvious that no person can obtain any speecial
andvantage, for instance, from a domestic knife-cleaning machine,
that he would not cqually have if not kept secret, or o new
inkstand, or a toy puzzle, or, in fact, anything vot used by him
as o special engine of advantage in his trade or profession. An
inventor of anything in this category will at cnee discard all
thought ot keeping the invention secret, and recognising the
necessity of its becoming known will look further and ascer-
tain what other protection can be had for it.
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No 1an has eny exclusive right to the use of an invention,

-except so far as the laws in force of ‘the various countries allow
'him such protection. So long 'as the use of an invention is
‘maintained secret, the claim of ‘inventorship is liable to be

taken away by a snbsequent discoverer of the invention being

the first to disclose it to the public. The only alternative

course, if any rights are to be retained in the invention, is to

protect it by patent.

Value of Patent..—-It is very important to understand in

.what the value of a patent consists.

The patent itself does not make a newly invented article
more saleable than it otherwise may be, but it reserves the
rights of sale, and therefore the profits, wholly to the inventor,
and so enables him to make a pecuniary success of his inven-
tion if it be one capable of such success. All novelties require

-pushing, and considerable time aud frouble must, in the

majority of cases, be given in getting the invention introduced

-and well known to the public in order to induce business in the

article. The -patent helps-but little in this; but when the

‘mvention once becomes known and in demand, then the value

of the patent becomes apparent, and will be seen to be of the
very greatest importance, for the following reasons : supposing
that the invention has not been patented; after the inventor

- has been at the trouble and expense of creating a public

domand, and has turned the corner, so to speak, and is
beginning to make profits, competitors and imitutors will arise

‘and participate in the frade, cutting down the prices, which

they can well afford to do, seeing they have had none of the
iitial expense of creating the business. The inventor will
thus make but a slight profit, if any at all, to set off against his
p>cuniary ontlay ; but on the contrary, had the invention been

‘nroperly patented, the inventor, after the pnblic demand has

‘buen created, may defy competition, since he retains the sole
moropoly of that trade by virtne of his patent, a monopoly not
only of the whole supply, but of the fixing of remunerative

sprices. The difference 1n such case is very great, and practi-

cally means so much clear profit. " Even if an invention take’
soveral years to introduce, the monopoly for the remainder of
the 14 years of the patent, considering the extent of the
territory covered and the number of the population, must be of
snflicient value to far ontweigh the expense of the introduction

of & good invention, and to render thé cost of the patent itself
. practically infinitesimal. = . ¢ f S -

It is the millions of users, all directly or-indirectly forced
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‘customers of  the patentes, which give suck value: to.small but
neeful inventions in matters of everyday use, as shown by
often repeated instances of fortunes tp the inventors of g:muc'eui
‘pencil cases, toys, penny puzzles, ‘and like articles of catchy
novelty resulting from a happy idea. - On the other hand, it is
the breadth and importance of the interests effected which
render the improvements in the more important manufactaring
processes equally, if not more, remunerative to their inventors
when properly secured by patents; for the patent is absolntely
necessary to the defence of the inventor against-appropriaticn
of his ideas without his permission, and 13 therefore absolutely
necessary for the security of his profit. | +
But the patenting of an invention alone does not cause &
fortune to fall into the lap of the inventor; however good the
inventfion may be it will not be remunerative without it 1is
brought to the notice of the public or the manufacturers or of
that class of persous, whoever they may be, who will find
most advantage in taking it up. -
For these reasons patents should be looked upon mnot so
much as actual producers of wealth bt asinvestments or security
for the remunerative character of the business in the invention
which it will then be to the advantage of the holder of the-
‘patent to quickly and widely develop.  An nnused patent will
bring in notbhing unless by luck some person notices it ; and so-
long as it remains unused it remaing unproductive; but once
let the invention becomo known and in’ 'demand, the patent
will prove the most valuable item of the business, and, in fact,
the only security for retaining the sole business in the grasp o
the owner of the patent. | *
Utility of Invention.—Of course, where the -invention is
worthless, that is, dffers no actnal commercial advantages, a
patent for it will bo equally worthless, for no patont can give
value to an invention when the latter possesses none. A patent
gives no value to an invention at all in ono scnse; it only secures
to the inventor tho value which the invention already possesses.
Thus a great number of patents are unremunerative, the inven-
tijons on which they rest being useless, but this fact has no
bearing on the valuo of these granted where the invention is
"useful, Every person who contemplates applying for a patent
“should therefore assure himself that his invention possesses.a.
sufficient value, so that, setting off the cost of the patent and
of the introduction of the invention into public notice against
the profits likely to be thereafter gained, a baluuce he left in
‘favour of the latter.. - R - A
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ne sarce preliminary study should be made even when the
inventor only intends to take a patent in order to sell the patent
rights to others, for a patent will not be saleable unless the

invention when protected by it promises a return sufficient to
more than cover expenses.

Rough Valuation of Invention.—The first question which
the inventor shonld settle in Iris mind is the likelihood of value
in his invention. It may seem unnecessary to mention this,
but experience has shown that inventors do not always pay
attention to this fundamental feature so mecessary fo success.
The inventor should inform himself of the advantages and cost
of existing machinery, process, or what-not with which his
invention would compete; he should ascertain, not necessarily
minutely, but broadly, that whether in checapness or advan-
tages his invention presents valuable features over existing
appliances or methods. He shounld estimate roughly the value
of the predominance of his invention, taking into account on
one side the vastness of the field which he can reserve exclu-
sively to himsclf, not less, if he so desires and affords the
outlay, than nearly the whole world, and on the other side the
cost of perfecting and reducing the invention to practice, and
diffusing knowledge of it to those who would be directly
interested in using it. If the inventor, summing up theso
rough figures, eslimates that the exclusive rights, without
whiclh he has no hold on his market, are valuable to him he
should take the proper steps to protect himself under the
Patent Laws wherever such advantage extends; leaving those
countries where the advantages are slight, or not worth the
compavativcly small cost of the patent there. Many inventors
fail to attain pecuriary success by omitting such preliminary
balancing of the cost and profit; some +have designed useful
articles or machines only to find that the cost of manufacturing
them was pgreater than other equally wuseful articles or
machines for the same purpose. Others have considered to be
advantages what have not proved to be such in practice.
Some have lost profits by omitting to take out foreign patents,
others have lost monecy by taking patents and sefting up
foreizn establishments to work iventions not required there.

Temporary Protection while Value Ascertained.—

Happily the English Patent Law, which we presume is of the
srentest interest to the render, embodies a useful feature which
at a compuratively trifling cost enables an inventor, even before
he has been at the expeuse of working out his *““idea,” to take
what is nsually termed a “ provisional protection,” and thus
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snve the priovily of an option to receive full palent vights 7
Great DBritain, and in any or adi of thoso foreian countries
which aro lnu*i-iuﬂ with Oreat Brttain to the Convention for
the Protection of ITndustrial Propriotarvy Righta,

Durving this option, which Insts nino months in Great Britain
and six months in the foreign countries,d the imventor has
ample opportunity to test the full question of value above
moentioned, o work out his invention and demonstirafo its
practieability.

I it s fornd nosueeess he ean proeced to tako full patents,
il not ho need go to no further expense. It mny bho avgued
that tho inventor can look into all these questions hefore taking
patents, or in any way taking a protection, provisional or other-
wise, undor the law.  Trae, he may do so; bat with risks which
the provisional protection was instituted to avoid; the reasons
will be move fully mnderstood from subscquent chapters, but,
briefly hero they may be summarised as follows: —Whoever
first applies for a patent or provisional protection gets the
priovity, so that delay may mean absolufe exelusion in favour
of a more speedy rival,  Any disclosure of the invention to the
public bejore applying for a patent or provisional protection
destroys the validity of the pateut afterwards granted.  Such
disclosure 18 often advanfageous or necessary in getting esti-
mates for manufacture, and often eannot be wholly avoided in
testing and working out the invention, and, in short, in obtain-
ing full answer to the main question, Wil the imvention pay ?
Ifor these reasong it cannot be considered otherwise than running
n wholly unnceessary and very dangerous risk to avoid taking
advantage of the provision of the law allowing the mventor
to obfain “ provisional protection” by making an application
for patent in the preseribed wayv, It may be thought that the
probability of two or more inventors independently working on
the same problem is nof large enongh to be taken to account,
but the experience of those acquainted with the working of
the system proves that it 1s not at all infrequent.

Nature of Provisional Protection.—By filing an applica-
tion, accompanied by a provisional specification, the applicant
retains a certain date, the day on which the application is
filed, for the dufe of the patent which can eventually be had
for the 1vention whose nature is deseribed in the specification.
This gives priority over any subscquent applicant, for the
pateut dates from the day of application; if the inventor, for

! "The list of these countries i3 given on page 12,
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matanee, files hin specifiention on the Ist of Jdntunky, o aimilar
apphication by any othor porson, sny ou tho dud of Januavy,
will ho of wo avail if the formor applieation in comploted.  Thoe
rano priority of dato peoteets the inventor agninst the diveet
consorquences of any digclosnro of tho anvention bhelween the
dnto of the application and the eventual completion of tho
patents for such diselosure, where no profection in oblained,
renders the patent afterwards obtrined voud, The opportunities
for nerotintion and for open experiment aro both very honefi-
cinlly furthored under o provisional specifieation,

A provisionnd protection does not give proteclion ngninat
mfringement, since until the nvontion is fully worked out its
nbure is nob rendered sufliciently certain to afford grounds
for forbidding others to use shmilar contrivances  Sinco, how-
ever, the complete specification, when aceepted by the Patent
Office and published, contmina full detmila of tho invention,
protection against infringement may well bo given, and is
eiven, {rom the date of its publication. If a holder of n
provisional protection finds that his invention is being infringed,
ho can at once complete the application for patent by filing a
complele speeifiention, on the aceeptance of which, in about
four to six weeks, the ifrimgement would have to ceaso.
Under these eirenmstances imvenfions covered by provisional
protections only are very seldom mfringed.

Option of Forcign Palents under Convention.—Another
featuro conuceted with an applieation for patent, and equally
applicable to provisional protection. has heen referred to.
Under n Convention adopted im 1883, and to which Great
Britain became a pavty on 26th June, 1884, certain foreign
States—at present, Belgwm, France, Italy, Norway, Portugal,
Servio, Spain, Sweden, Switzerland, Tunis, Brazil, Iast Indian
Colonies of the Netherlands, and the United States—eniered
into a reciprocal arrangement for mutual proteetion of inven-
tions and trade marks, under which, amongst other provisions,
any person who has applied for a patent in one of the countries
obtains a certain period of time during which he may apply for
patents in any of the other counties named, with the privilege
that all such patents shall be accounted-to give proteotion from
the date on which the first application was made, thus ante-
dating any patents for the same invention or any. publication
accurring 1u the interval. 'I'bis period of time is nominally. six
“months, but 1s extended to seven months for conntries “ boyond
the sea.” It is doubtful if Great DBritain is to be considered
“beyond the sea,” so six months shonld ‘be. held the proper
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dorm for thin option to dnko foroign palonta in tho above
conntrien when application is fivat. aade in Gread Britnin,  As
this ‘option is practieally oxactly tho same as s provisional
protoction in Gront Britnin, wo mny tealy . any thats tho applicant,
for o, Britinh patont, or protection obiniug 2pto fucto provisionnl
protection for six monidin i all the sbove Rtatea an woll an an
thoso of the British  colonios and  depondoncies, wineh,
withont, beinge parties to the actunl Convention, huve nade
similne arenngomaents with Greato Britain alonb.

It may be observed that the existenco of {he timoe linat in

{he Couvention does ned. exceludo wmvoutors who mny not have
upplicd within that imit from obtaining 'at any timoe foreign
patents go long as thoy can fulfil tho requirements of the various
foreiern Jnws,
-~ Bxperimontal Dovelopmont.-—Owine 1o the delays in.
weparable froin experimenting 1o prove tho best method of
enrrying the invention into offect, and o diselosure often neees-
sury in the conrse of experiments, 16 is advisublo fo make applica-
tion for * Provisional Protection” before experimuents are nndor-
tnken, for go long ng the principle or iden is recognised ns
capable of being rerdored practieal, that 14 all that is necessary
al the time of protecting,  The oxnct detatls of the practical
aWwplication ave feft to be defined in tho complets specification,
nud the nine months of provisional protection are principally
intended for dovising tho best method of carrying the inven-
{ion into effeet. ‘T'his must, howoever, not be misundcerstood ;
tho inventor is not intended simply to propose to himself an
object to be attained and then have protection for nine months
while he i3 making 1nventions to fulfil his object. Ho must
slart with an invention or principle recognised as effective for
attaining the objeet In view, and use the nine months 'in
bringing that particular principle into a practically and com-
mereially workable form. ! |

A1l through the progress of the nine months’ protection he
rhould keep'an oye upon the wording of his provisional specifi-
cation to see that he 18 working under it and not going beyond
the principle deseribed. )

Many inventors when experimenting see Teasons to change
the whole principle of their inventions; asg soon as tlie new and
better principlo 1s recognised a new protection for it should be
taken. Do not confuse the purpose of the invention with its
nature, if the latteris changed a new application should be made;
for though, in deseribing the invention in the complete specifica-
tion, modifications m working details are allowed, and even
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desired if the alterations are advantageous, changes of natare
or principle are inadmissible.

Abandonment and Renewal on Application.—If cir-
cumstances should render it impossible or inadvisable to
proceed with the application for the complete patent before
the expiry of the provisional protection, the latter can be aban.
doned and no turther costs incurred.

In the event of a provisional protection being suffered to
lapse without a complete specification of the invention being
filed within the time appointed, the provisional specification
filed remains unpublished, and to all intents and purposes it is
as if no protection had ever been applied for or granted. It
would thercfore appear that a protection which bhas lapsed
is 1o bar to thoe obtaining of a valid patent for the same inven-
tion on another applicaticn made during the time the protection
was in force, or after 1t has expired. If the said protection
had been ‘“completed” then the patent eventually granted
would have been dated the day of the application for the
protection, and conscquently wonld antedate any patent that
could be obtained on a subsequent application, and render the
laiter invalid; but if the protection be not completed no patent
is cver granted to imvalidate a subsequent patent. So it
appears that if an inventor from any cause does not desire to
“complete” a provisional protection granted to him, he may
at any time within the period of bis protection, or subsequently,
make another application for a patent with a provisional or
complete specification as he may desire, Luf this latter applica-
tion will be altogether independent of the first and stand on
its own merits entively. A provisional protection simply gives
to the appheant during a certain time (nine months, or 1if
extended, ten months) the rigkt to obtain a patent baving a
certain date which will be prior to any patents granted to
subsequent applicants, and should be prior also to any publica-
tion of the invention by the applicant or any other person.
The inventor shiould always apply for provisional protection at
the very earliest possible moment to secure this priority of
date; or, if desirable to rencew it, apply for the renewal without
delay and  without waiting for the expiry of the first
prcteeticn.



CUAPTER V.
HOW TO PATENT AN INVENTION.

Commercial Aspect of Application for Patent or Protec-
tion.—As the various documents and the mode of application
will be fully described in the second part, it will only be
necessary hcere to comsider the commercial aspect of the
application. So far as the inventor is concerned, the method in
which the application 1s to be made is just as much 2 commercial
question as the taking of o patentat all. Speaking commercially,
there are two ways in which the patent may be hd, the one is
to commence with a provisional protection, the other to take out
a complete patent at once. Each has some special advantages.
Under the provisional protection the inventor need only point out
the nature or principle of his invention, and he obtains a respite
of nine months’ duration for his experiments and practical
testing of the 1avention, betore he is required to state exaatly
how the invention is to be carried into practice. These nine
months are invaluable, not only for bringing the invention
into the best commerecial form, but for testing its value so that
the advisability of taking a full patent may be judged. As
the first applicant is preferred, the tuking of o * provisionai™
secures priority of date over any subsequent applicant and also
affords a sceurity against possible ill-cffects of public exposure
of the invention which may bo at any rate advisable, if not
wmseparable, from experimenting. On the other hand, the
taking of a complete patent at once gives the fuller patent
vights at an earlier date, for during the course of the pro-
visional protection the applicant is not defended from infringe-
ment. This 13, however, amply set off by the advantage of
being able to add modifications of the oviginal idea under the
provisional method which is denied in the complete, and
ingsmuch as any infringer during the period of provisional
protection would immediately have to ccase when the complete
specification is accepted, which the applicant can generally
carry through n five or six weeks, the danger of infringement
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before the invention is fnlly patented is practically so small
that it may be reslocted.

Nature oi Application for Provisional Protection.-—It
is of advantage then to speedily take a provisional protection,
but this should not be done without a sufficient study of the
consequences of the step; because the application for provisional
protection ig in trnth nothing.else than the commencement of
an application for patent, and although i1t may be abandoned
if the invention is found to be of insnfficient value, the steps
then taken will govetn the whole patent, if the latter is pro-
ceeded with, They may possibly detract from its value very
materially if not performed and written entirely according to
law and rule as will be hereinafter seen.

Thus the provisional specification which must accompany
* the application must describe *‘the nature of the invention.”
It may be thought that to do this, while the inmvention 1s, so to
speak, but an idea, without the opportunity of correction by
practical test wounld be a matter of difliculty, and .indeed it is
so, for the inventor is afterwards bound down to the “nature
therein expressed. To word the specification on the one hand
sufficiently narrowly to show a legai invention, and on the
other so widely that it will be found to embrace and cover the
practically complete invention when afterwards worked out, is
a matter requiring counsiderabie skiil for which' lung practice in
such matters can alone be relied on with any certainty.

Strictness of Law.—Neverthicless the law renders it
essential that this should be done exactly, for to err in either
direction wonld ¢niail loss of the patent.

The veason for this lies in the fact that the application for
provisional protection gives the inventor priority over other
later applicants and also over any publie disclosures he may
wmake, so that the law to fulfil its third object before stated
requires to treat provisional specifications just as much as other
matters the patentee 18 required to furnish, with strictness.

“Taking a Patent.”—The question of *“taking a Patent”
is especially one in which the maxim holds good that ** what is
worth doing 18 worth doing well,” and this for several reasons.

First of all, the protection of the inventor’s monopoly is
entirely dependent on tlie patent, so thata patent that does not
properly cover the invention, or which for some infermality or
other cause cannot be sustained in a Court of Law, is perfectly
worthless to the ‘inventor. It must be remembered that the
patent, if valid and sustainable, covers the invention as described
in the. spectfication . or -deseription, which must be filed. at the
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Patent Offico. - If this: description. doed not, therefore, legally
conform with the invention in its actual state, the latter is not.
protected by it.. It may be supposed impossible that an
inventor should describe any other than his actnal-invention,
but experience proves the opposite, there are some inventors
whose descriptions do not cover their actual inventions. There
are also many more inventors who do not cover all their
invention by their patent and g0 lose a great part of the value
their patent would otherwise havo given them. *

Take, for example, a new machine, the inventor working on
his plans and models produces a machine which works in a
certain way and effects certain rosults, he then proceeds to
pateet this machine and, as required by law, writes a descrip-
tion of it on which his patent i3 to be based. Now, relying on
his patent, he manufactures and offers the machine for sale,
charging a considerably increased price in view of his monopoly.
But now perhaps A starts to make a similar machine in com-
petition, and, working on the inventor’s original ideas, makes
some alterations here and there. B, C, and D also do the same,
making other aiterations which perhaps gmbody all the useful
results without copying the exact means of the original inventor.
The latter tries to stop this competition of A, B, C, and D, by
claiming that they are infringing his patent, but it is found that
the description the inventor has given does not cover these
varieties of his original idea. Consequently the competition can-
not be stopped, the high prices mast be cut down, the profits,
such as they are, do not go all to the originator, and the patent
loses the greater part of its value,

This is & very usual picture and to be avoided only by the
exercise of the utmost skill, of almost prophetic nature, in
drawing up the deseription of the invention in the first place so
that 1t will be found to legally cover not only the actual machine
or matter then produced, but all altcrations, variations, imita-
tions, substitutions, &c., which may hereafter be made on the
same general principles or groundwork.

~ It is the greatest mistake to omit precautions in this respect,
since errors of that kind cannot be afterwards corrected. This
applies equally if-the inventor intends to sell his patent instead
of working it himself. Purchasers naturally look to obtain
broadly covering patents, and take the opinion of experts as to
the scope and movelty of any patent they think of purchasing
before parting with their mouey, or even often before settling
the price, sinco the sctuul value so much depends on the scope
of the putent.
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We bhave illustrated the description of the invention as
exceedingly important, but in truth every step taken in protect-
ing an invention under Patent Law is fraught with some danger
or other, necessitating more than simply reasonable care and
common sense, namely special tecbnical and legal knowledge,
the nature of which it 1s our object to point out in subscquent
chapters.

Narrow and Broad Patents.—In the previous paragraph
an instance was given of loss through failure of a patent to
include modifications adopted by infringers. As this involves
a point of the greatest consequence to patentees some expla-
nation of the'caunse is needed. 1t 1s extremely difficult, apart
from any definitec example, to explain the difference between
‘“narrow " and a ‘‘broad ’ patent, since it lies almost wholly in
the wording of the spccification of the invention. Many
inventors indeed are wholly ignorant of the difference that
_ exists, many suppose that there can be but one protection, and
that its extent is the same whatever the terms employed in the
description. This is often a fatal error, for the extent of the
patent rights will vary very much according to the description
of the invention. Thus, if an inventor has made a machine,
say, for making nails, he will have adopted certain means such
as levers, wheels, acting 1n o certain manner to effect the various
movements that he desires, and the resulting machine is the
product of his invention. . Now, if an exact description be made
of that machine simply and the claims be devoted to the
machine as a whole, there will be nothing in the description to
cover any modification operating in the same way, but if on the
contrary the writer of the description avoids mere superficial
description of the parts and secks for and shows the underlying
principles on which the various elements of the machine co-act
to produce the result intended, and describes the parts as com-
ponents of the result in generic terms, it will be found that
when a machine containing different elements, but working on
the same principle, is attempted to be used in infringement, the
degcription of the first machine will contain the second, in fact
it will be also a deseription equally applicable to the second,
and the latter will thevefore come within the terms of the
patent.

Thus a broad patent is one in which the description of the
invention is drawn in gencric terms and with absence of special
detaill, yet of course absolote in its expressions so that no
ambiguity exists in its meaning, and suflicient in its description
to enable others to produce the invention.
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A broad description shonld avoid every qualifying word that
is not essential, thus if an invention employs a vessel of iron,
cubical shape, one yard every way, whereas neither the material,
the shape, nor the size is 1mportant, it 1s simply necessary to
refer to the same as “ a vessel.” If metal 1s necessary, say “ a
metal vessel,” if of a certain capacity, say *‘ a metal vessel of
the capacity of . . .”

Each qualifying word so far narrows the patent by exclud-
ing from its scope the employment of all other articles in the
same category to which that qualifying word will not apply,
for a patent will only extend to the invention described tn the
specification.

The great loss of gronnd covercd by a patent where the
description 1s narrower than the movelty of the invention
warranted, will be easily apparent, but at the same time if the
specification be so wide as to include 1n the scope of the in-
vention what 1s not new, the patent 1s invalid. The secience of
drawing up a specification for patent consists in skirting the
edge of what is already pubhe knowledge so as to obfain the
broadest possible value for the patent without overstepping the
line dividing new from old.

The Cost of Application for Protection or Patent.—
As the taking of a patent 1s equivalent to the purchase of a
security, the amount nccessary to do the work properly should
alone enter imto consideration. The necessary papers for an
application consist of a form of application which has to be
stamped with an impressed stamp of 11.,and cither & provisional
or a complete specification,according as a provisional protection
or a complete patent at onco s desired, The provisional speci-
fication bears no stamp, but the complete specification must.
bear a 3l. stamp. The patent depends entirely on these specifi-
cations so that the services of an expert in Patent Law is neces-
sary for drawing them up. Charges for these services vary
according to the length of the specification judged to be needful,
and it 13 naturally a most false economy to cut down the necessary
length to save expense. The ususl charge for preparing a pro-
visional specification is 2I. 2s.; or inclusive of all charges for
filing, government stamp, 31. 3s. to 4/. 45, Some agents charge
5l, 9s. to 7l. 7s. for this work, but less charges than 3/ 3s. may
be taken as evidence that the ability of the services rendered,
on which of course everything depends, are not recognised
a3 sufficient to conmand the usual professional fees. The usual
charge for preparing a complete specification is 3. 3s. to '7l. 7s.,
or with filing aud other charges, inclading the government

K
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tax, 8l. 8s. to 13L. 13s., but, of course, this is greatly dependent
on length of dercription, and number and complexity of the
drawings. When searches are desired to accertain novelty, &e.,
the charges are according to the time employed. Uniless such
work 1s entrusted to absolutely competent :nen, 1t is often worse
than useless. An opposition to the grant of a patent is so
unusual that the cost of defending the application in such case
may be neglected. No opposition 18 possible to & provisional
application.

tent Agents.— As the fact of the extreme dependence of the
patent rights on the manuer i which the invention is set forth
i8 an argument for exercise of considerable care in choice of a
professional adviser, a few words on the nature of patent agency
may be advisable.

The patent agent should naturally be, first and last, an expert
in the Patent Law, and especially legal decisions of the Courts,
having all precedents at his fingers’ ends. He should cowmbine
a mental capacity of broad grasp of detail with an automatically
dissective aud critical faculty of discerning underlying principies,
shounld be a master of logic, and of the legal phraseology,
hallowed by practice in Patent Law. To these qualities, which
more strictly concern Patent Law, he should add a sufficiently
complete acquaintance with mechanics and chemistry, and the
mannfactures which are based on one or the other, to be able to
fully comprchend the inventions of his clients, and so far as
may be, suggest natural impediments to, or improvements in,
the details of their execution.

A patent agent conducts his clients’ business with the Patent
Office, or with foreign patent agents, prepares and advises on
specifications, makes searches as to novelty, &e., gives con-
ferences, and reports on the scope of patents and questions of
infringement, collects and gives technical and expert evidence
in cases of infringement, &c., and acts as arbitrator in patent
matters. .

A patent agent will also usnally keep his client advised of
taxes ag they become due, thus preventing accidental loss of
patent rights by omission to note some government require-
ment.

Registration of Patent Agents.— Always numerically few,
patent agents in Great Britain were, till lately, in no way as a

rofession under any special anthority ; the sudden increase of
usiness 1n 1883 and 1884, however, led to an increase of
patent agents. In 1888 the general public importance of the
duties of the profession, the ease with which unqualified
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ersons could set up busiuess u patent agents, and the
giﬁoulties which inventors had in discriminating beftween the
firms of genuine credit smd ability and their irresponsible
imitators, led the Government to pass an Act providing snler
alia for tho registration of patent agents.l

Any person on satisfying the Board of Trade that he was
‘then practising as & patent agent was, on the Board certifying
to this fact, to be admitted to the register without examination.
The existence of a name on the register is, therefore, no
guarantee of professional standing, nor are any such words as
“ Certified by the Board of Trade,” which are simply misieading.

There are about 240 regiistered patent agents in the
United Kingdom, of which the greater number are in
London, where the Pateut Oflice is situated. A DLondon
resident agent has the pgreater opportunity for perseonal
explanation, often desirable, before the Patent Office examiners,
attending hearings, performing work quickly when time presses,
and making searches in the Patent Office Library and records.

On Choosing a Patent Agent.—Should the inventor be
unable to hear of o patent agent through personal recommen-
dation, the following may be useful to note. Kxcessively high
prices should be avoided, since the cost of the work, especially
of foreign patents, does not necessitate them. Very low prices,
however, should k2 the very reverse of a recommendation, as
proper work not only fairly asks reasonable prices, but cannot
be had for less. Avoid free opinions advertised, free searches,
&c. If the work is of value, it should be charged for. A busy
and welk employed man has no time for free opinions and con-
ferences; he devotes his time to the intorests of those who
have already paid fees to retain him, His clerks answer
ordinary inquiries. Dirvecl solicifation of work by circulars
addressed to inventors, above all, is discountenanced by all who
may be considered in the higher ranks of the profession. See
that your agent gives his personal attention to such of your
affeirs a8 require a patent agent’s skill; some entrust such
work to clerks, and though these are possibiy well informed,
the client would probably get better attention, and at & less
cost, from an agent doing a smaller business morve entirely
under his personal control.

Attention should not be given to professed deaiers or sellers
of pateunts, the obtaining of a putent and the seiling of it are

! The provisions are embodied in the Patents, &c., Amendment Act f
1888,
E2
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distmet businesses, requiring entirvely different aptitodes. A
lawyer does not act as a merchant, nor a consulting physician
as a drug seller. The first point is to obtuin a patent or pro-
tection, and if the inventor desires the best advice on that, he
will avoid those who make a parade of selling inventions, since
the best known agents do not prefess to act as sale agents.

It natuvally follows that the beiter the patent the more
rendily it is saleable. There is also a prejudice against the
employment in obtaining & patent of any person who may
possibly be financially interested in a rival invention.

Patents in Courts of Law.—The inventor should alwars
keep this fact before his mind, that a patent is not indefeasible,
that as his nltimate resort, should others infringe his rights, is
to the Courts of Law, his patent must be one which the Courts
will uphold. 1f it is not so, it s worth notling, sinceif he cannot
prevent others from using the invention as freely as they choose,
his monopoly vanisies, 1s non-existent, and his rights are lost.
It 1s true that a patent may never be fought in a Court of Law,
but it should be strong enough that the holder will be suceessful
it it 1s fought. A weak patent will be more readily infringed
than a stronw one, becanse infringers rely on the fact that the
patentee will not venture to try and maintain his rights,
baving before s eyes the vision of double costs in an unsue-
cessful suit. A similar resson makes a person chary of
infringing a “strong ™ patent, where it is probable that the result
of & trial would be 1n favour of the patentee. The strong
patents seldom need to come to the Coarts to uphold them, an
imfringer will morce readily pay the damages asked than contest
the case in Court, and have heavy costs in addition.

If the resunlt of lawsuits is pointed to as uncertain, the
reason 1s given above; it is only the doubtful patents upon which
the Courts ave called to decide, the strong patents subsist
unatded, while the weak are afraid of legal criticism.

Foreign Patents on any particular invention are of greater
or less value according to the general state of commerce in
that country, the particular circumstances of the industry to
which the invention relates, the number and wealth of the
population, and the presence or absence of high customs duties
in relation to nmportation of the products of the invention,
Each of these circumstances should be kept in view in deciding
which, if any, foreign patents shall be taken. Particular note
should be made of the existing state of the art there, as the
mvention will be move or less valuable according to the methods,
&e,, with which it will compete. Manufacturing countries
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shonld be included, cven if the goods are not intended for use
there, so that the putentce may not have competitors in his
exporting business to nen-mannfacturing, importing countries.
Hostile customs tariffs are only effective to exclude a foreigner’s
goods when they can be freely manufactured by others in the
particalor country, Patents there will, 1n such cases, be neces-
sary to prevent. competltion, which wounld prcvent !:he pafentee
from recouping himsclf for the extra cost and difficulties of
export to such countries. .

Ia most countries the law requires a foreign inventor to.
appoint an agent in the country to represent him before the
Patent Office, and so that any legal notices in respect of the
patent may be served on a resident in the country. Such
agent, naturally, need have nothing to do with the commercial
development of the invention. .

Obtaining Foreign Patentis.—Some misappreliension ap--
pears to exist as to the cost and other matters incident to the
obtaimng of foreign patents. At least as much care must be
exercised in obtaining each individual foreign patent as in
obtaining the British patent. In every country, the specifica-
tion, that is to say, the proper legal and logical definition of
the invention, is the basis of the rights obtained, and just as
the laws vary and the legal aspect of patents varies in different
countries, so must the presentation of the invention vary if the
inventor is to get a proper and adequate patent.

Mere transiation of the specification drawn up for the
English law is usually insufficient; the translation also, thouch
but one feature of the work, must be thoroughly technical, i.e.,
made by a translator thoroughly versed in technical terms, and
well paid accoydingly. For obtaining a reliable foreign patent,
whatever the country, firat a specification should be drawn up
with special view to the law and gencral aspect of the patent
system of {hat country; sccondly, translated by a competent
translator; and, thirdly, remitted to an agent in the country
who should be capable of revising it, not only as an expert in
the law of his country, but so far as possible, also as an expert
in the particnlar art. The latter is important, since features
which may add to the inventor's novelty in one country may
not be new in the foreign country, and, conversely, there may
be features which, not being new in Great Britain, cannot be,
and are not claimed there, while if still unknown abroad they
may add materially to the scope of the invention and value of
the patent there. -

As an inventor will cseldom know even tlie names of any
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foreign pntent agents, he must more or less rely on an agent
here to name the best, or those which he himself may work
with, Charges are not conclusively a proof of competent
foreign agency. The inventor will do best to consult any of
the firms doing large agency business for other agents, Colonial,
American, and others, since the comparative magnitude of their
foreign business necessitates dealings with a much larger number
of foreign patent agents, and better personal acquaintance with
sach agents, and the requirements of the foreign practice. Each
case ¢can be scnt to the agent best qualified to deal with the
particular subjcct matter of the invantion, and saving in cost
will often be obtainable without any loss of efliciency, owing to
special arrangements as to terms, where large mutnal business
i8 done between agents.

The churges will usually amount to those raentioned in
Part 111 at the end of the Précis of the law of each country,
for inventions of ordivary complexity, including, say, 1,000
words of specification, and one sheet of drawings.

Attention should not be paid to circulars sent by a certain
class of practitioners abroad, some even masquerading under
the form of learned (?) societies, with offers of diplomnas,
medals, &c.

Value of Searches.—It is advisable, either before or after
the filing .of the provisional application, but at any rate before
completing the patent, to mnke a search among the Patent Office
records to ascertain the novelty of the invention.

This search should extend not omly to previous British

patents but to United States patents and other foreign patents,
the specifications of which ave all visible in the Library of the
Patent Office. Technical works should alse be consulted ; in
fact, search should be made in any and every place where an
anticipation of the invention may possibly lurk.
. As this is a somewhat lengthy matter it is, perhaps, not
advisable to delay the filing of the ¢ Provicional,” but it should
be done before money is spent in developing the invention or
on full j atent.

The value of asearch is, of conrse, great inits information on
the industry and in giving a sufliciently close approximation to
cortainty in the question of novelty, but a search is not solely
\nfended to show whether an invention is new or old as a whole,
i} 18 also to show how much of the invention is new. The Patent
Law requires an inventor not only to givea full description of his
invention ro thut others may practice the whole when the patent
oxpires, but to distinguish in the specification those features
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".hich are new from those which ave not, so that the public may
know just what features or principles thoy mu-t notinfringe. To
enable an inveator to state positively what points are new and
claimed nnder the patent, he must know first all what is old, so
that the novelties introduced by him may be clearly defined. The
gearch is intended to afford this information. If the inventcr
claim too much the patent 18 void; if he claim too little he
loses so much of his monopoly, and if ke leave the novelty
undefined he risks the loss of his patent for ambiguity.

The search has thus great value in preparing ar applicatio:t
for patent, more especially the complete specification, whicl
contains the “claims."”

The general valne of certainty of title is also considerable,
since the patent i8 but the forerunner of an establishment of
business whether by the inventor or others to whom he may
sell or license the patent.

Kven if a professional man does not make the search he
should be consulted as to the legal elfect of whatever to the
searcher may scem gimilar or bordering on either the invention
or its object.

The British Patent Office makes no search whatever before
granting the protection or patent.

Application in the United States as a Substituve for
Search.—In addition to the many special advantages of the
United States patents for Euglish and other foreign inventors,
the application for patent in the United States possesses
another and by no means unimportant advantage,

The examination made by the officials of tho United Stat«s
Patent Oflice before granting a patent is by far the most com.-
plete and satisfactory examination made by any Official Patent
Office in any country, being, as we know from experience, far
superior to that made in the other ¢ examining" patent officcs,
the German, Austrinn, or Swedish. The search extends to
British, German, and other foreign patent specitications, as well
as to tho Umted States specitications, and to tochnical works
relating to the respective industry, of which also cach examiner
has n most complete library. '

This search 18 alone worth the money paid by the inventor
for the patent, if the latter be applied for in timo to be of vse
in preparing the specifications for other countries.

Although a British specification is not generally sufficiently
formal to pass the United States Patent gﬁca, a Bpecification
which has been allowed a patent there is an excellent specifica-
tion on which to oblain a complete British patent, and wgere the
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latter agrees in wording with an American patent tfo the same
inventor it 18 not usual with purchasers, and, in fact, seldom
necessary to inquire further into its novelty (pre-supposing
that) the patent in Great Dritain bas been applied for in
time).

1f a United States patent be applied for simultanecusly
with an Knglish provisional protection, the former will probably
be examined and the most similar antecedent inventions pointed
out, enabling the application to be re-drawn and allowed before
the nine months’ timo arrives for filing the English complete
specification. The American specification can then be used for
the Enghish patent, with perhaps at most slight and unim-
portant alterations and much greater certainty will be had of
the validity of the latter. 'The same agent should be chosen {o
prosccute the English and the American patents, so that the
advantage of the cxamination and correspondence with the
United States Oflice may be applicable when the agent prepares
the English complete specification or those for Knglizh colonies
or foreign patents if desived,
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Criarvren V.

IHOW 10 DuVELOP? OR NEGOTIATE PROPERTY IN
PATENTS AND INVENTIONN,

Unprotected Inventions Unsaleable.— Apart from o patent,
an invention itsell has no saleable value (spenking now of
thoso inventions which cannot bo advantageously carvied on
in seeret), and ns the lnw reeognises the grant of a patent ay »
personal reward to the inventor, and (in Gieat Britain at least)
0 person who 18 not tho inventor cannot receivo o valid patent,
tho inventor cannot scll to others the right to apply for patent.
Thus unpatented inventions are not saleable because the pur-
chaser cannot obtein tho only form of protection which will
give im a conmnercially valuable rvight,

. Tho absolute nccessity of any such provision of the law is
not apparent, but since thero ure several practical reasons
against any attempt to disposc of rights in an invention before
1t is protected, the refusal of the Stute to permit an inventor to
assign his richt of application for patent works for good.

Many inventors prefer to dispose of their inventions rather
than retain them in their own hands to work : such inventors
wish equally to spend no more thin is needed to enable them
to scll the invention to some manufacturer or capitalist.

Naturally the manufocturer or capitalist who is willing to
purchase must firet be found, and to do this it is necessary to
publish the invention more or less fully. The more an inven-
tion can be made known the more likelihood is there of finding
a purchaser and the better the price obtained, but it must be
remembered that it 18 not the invention that is sold but the
patent rights.

An inventor may very reasonably ask, Can 1 not first look
for & purchaser, and when I have found one take out a patent
as the inventor and scll him the patent ?  The angwer is prac-
tically No, for the reason that to find a purchaser the invention
must be more or less disclesed, since no man will buy & pig in
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a poke. By such disclosure before protection the inventor rans
the risk of others depriving him of his invention, not necessarily
patenting it, though that is possible, but by employing i1t for
their own ends; or by speaking of it to others who may do so,
80 that the inventor finds himself forestalled when he comes
to apply for the patent; or else the invention by that time has
become so far known that at the date of the application for
the patent it has not that character of novelty which is essential
to obtaining valid rights. These facts are well known to
purchasers likely to be interested in patents, so that the very
fact of finding an invention offered for sale in unprotected con-
dition is suflicient to prevent a purchase, for the stability of
the patent rights obtainable thereon is at once shaken; the
invention may have been offered to fifty men before, 1t may
have already become known sufficiently that you may say it is
no longer new. A farther consideration influences the mind of
the possible purchaser. What faith can an inventor have in
the alleged invention or in liis own rights thereto if he is not
willing to part with the comparatively small sum neccessary for
its proper protection ?

Saleability of Provisional Protections.—A provisional
protection is but that form of temporary protection given from
the time the patent is applied for till the complete specification
is filed and accepted and the fuller patent rights begin. In
truth, therefore, a provisional protection does not in itself confer
saleable rights, but inasmuch as it lies only with the applicant
to take the proper steps to complete the patent, he can at any
time undertake that he will hand over the patent when obtained
to the purchaser and the ladter may properly agree to the
purchase on that understanding.

It will be usual for the applicant to give his undertaking to
cowplete all the necessary sieps to ges a full patent, though he
cannot absolutely undertake to obtain the patent, as he cannot
control the Crown in the grant. A good part of the purchase-
money would usually remain to be payable on the handing over
of the Letters Patent.

As the provisional specification is intended to describe fully
and properly the nature or principle of the invention, tho
purchaser already has a firm basis for the transaction and
knows what he is getting for his money. Many, indeed, prefer
to purchase before the complete specitication 18 filed in order
to get & voice in the preparation of the lalter and opportunity
of taking foreign patents, if so agreed, before the invention
becomes published. -
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The best course then for an inventor to pursae who wishes
to sell his patent rights 1s to canse application to be made for
provisional protection, remembering that the inveniion should
always be kept secret until the application has been filed at the
Patent Office.

Various Methods of Disposal of Patent Rights.—The
benefit of the privileges which the patentee receives may be
transferred to others in two ways: the first is by absolute
transfer of the patent rghts by means of an assignment, the
second by way of a permission to employ certuin of the
privileges by grant of a license. In the first case the patent,
or & definite part of it, passes to the assignee, while 1n the
second it remains wholly with the original patentee.

The assignment of a patent will usually be for a dsfnite
sum paid down, but it may be arranged that the purchase
money he paid in instalments, or worked out in goods, or that
(5.e patentee be employed 1t & salary or in any other manner,
as the parties may agree. The assignment may also refer only
to a part of the invention instcad of the whole, the part
intended being, of course, some separately usable part and
accurately defined in the deed of assignment. An assignment
may also transfer the whole or part of the patented invention
for -a part of the country covered by the patent withount
extending to the remainder, suitable arrangements being made -
to avoid clashing of interests.

In all these arrangements the patent passes to the assignee
just as if it originally extended ouly to the part of the inven-
tion transferved or to the special district to which the assign.-
nment 1s confined.

Under a license the patentee may extend an exclusive or
non-exclusive permission to do any of the acts that his patent
reserves to him. ‘Lhus to manuatacture, to sell, to work, or to
use the invention or a part of it, or to do that only within a
certain place. The usual return received by the patentee is
so much on each article, or certain number of articles dealt
with by the licensee, or so much per annum during the con-
tinnance of the license. Sometimes a sum down is included or
accepted in full. ‘

Under an exclusive license, it is usual to stipulate that
the royalties shall never be less than some definite sum per
quarter,

The above are merely suggestions among the manifoid
methods in which parties may agree as to the use of the inveun-
tion and the return thercfor, *
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Patents may be mortoaged or sold on the hive sysiem,
Professional advice should always be sought in the arranging
of terms and drawing up of formal deeds.

Proof of Satisfactory Title.—Every intending purchaser
of a patent before clesing the bargain should ascertain that
the patent is valid. A patent agent will usnally advise on the
validity of a patent for a fee of 2. 2s., exclusive of any searches
that may be necessary in proof of novelty. The various points
to be considered need not be repeated . here, as they have been
already fully explained, but the purchaser should seek advice
on the scope of the patent, and how far and what infringement
could be stopped thercunder. The value of the patent will, to
a great extent, govern the question of search as to novelty,
since the expeuse of the latter is entirely dependent on how far
1t 18 to be carried. In some instauces a search as to novelty
will be unnecessary, but in most cases it is advisable, in order
not only to see that the invention possesses novelty, but more
particularly to ascertain the exact extent of its novelty, which
will so greatly govern the value of the patent rights. The .
greater number c¢f patents do not so sufliciently distinguish
exactly what they are intended to include from what is out-
side their monopoly that their scope can be properly found
merely by inspection of the specification.

To licensees the question is perhaps simpler; they do not
need so much to ascertain the exact validity of the patent, for
they ure not buying the rights, they are merely hiring the
use of the invention. A question equally important, however,
to licensees as to assignees is, whether the actual invention
can be used without infringement of other existing patents.
Many patents are for improvements on some subsidiary inven-
tion also protected by patent. It will very materially govern
the amount of profit derivable from the improvement, whether
any royalty has to be first paid to some prior patent. A scarch
among British patents for so much of the last 14 years as
is prior to the date of Dritish patent proposed to be sold or
licensed will be sufticicnt to answer that question. The cost
will depend upon the amount of patents looked through and
the time nccessary for comparison. Usually, 5. 5s. to 101 10s.
will be sufficient.

No reliance whatever can be placed on inventors’ own
searches, as, whatever their honesty of purpose, the task of
comparison requires o legal knowledge of Patent Luw such as
they do not as a class possess.

If a report of a search 18 presented, its wording should be
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carefully considered. Since no person however learned can
cuarantee any patont, the extent of the search upon which
alone a professional man can properly give a report on the
novelty of an invention should be exactly stated. As there ave
no generally recognised exact limits for a search, broad asser-
tions, such as “ a scarch has been made,” or “I have searched
and do not find,” &e., arve really without meaning.

The reports sometimes read in the prospectuses of com-
panies for the purchase of patents arc usually too vague to be
of any true value. *

Security of Transfer under Provisional Protection.—
As no assigninent can be properly made until the full patent is
eranted, it becomes necessary to find some means of insuring a
purchaser of a provisional protection against any other dealings
vith 1t behind his back.

This can be done in Great Britain by filing at the Patent
Office a form of request bearing a stamp of 1. 1Us. to amend
the original application by adding the name of the purchaser as
a co-applicant. This will be granted, and thenccforth the pur-
clhiaser will joinin the possession of the protection ang ultimately
of the patent.

The purchaser’'s name can only he added to the application,
and not entered in substitution of the original applicant, for
the inventor must always remain a pavtner in the application
until the full patent is granted, f{f the purchaser is to be
entitled to the full patent, the original applicant can, after
the patent is granted, assign or release to the purchaser his
rematning share,

On the applicant’s side, however, it may not always be
advisable to admit & purchaser as a partner in the application
unless the terms of the purchase are definitely settled, and some
money pard down, since it would be a difficult matter to oust
any name once added to the application.

Rights of Joint Patentees.—The above, amongst other
reasons, renders it advisable to consider cavefually thoe respéctive
rights and duties of joint applicants. English law’ permi:s
Joint inventors to apply jointly, and allows any inventor or
joint inventors to add any other person or persons (not neces-
sarily inventors) in the application, but the inventor or inventors
must be included amongst the applicants. A limited company
moy be added under this part of the law, but not a trading firm
other than by the names of its individual pavtners.

The individual rights of co-owners of a patent, in the
absence of any agreement between them, have never been
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really determined. In Matbers ». Green it was held by Lord
Cranworth, where a patent had been granted to joint patentees,
““each and every of them,” that either patentee might use the
invention without obtaining consent of the others, and that the
user could not be called upon to pay any proportion of the
profit to the others.

From this it 1s apparcent that each patentee is at liberty
to work the invention entirely on his own account unless 1t
has been otherwise agreed between the joint owners of the
patent. The decision has been since upheld.

As, however, this decision may be said to inrn on the
wording of the patent,it may be noted that the present form of
patent to joint applicants docs not mention the patentees
separately, but that only  that the said patentees by themselves
their agents, or licensees, and no others,”” may make, use, &c.,
and further on, that no persons are to usc thoe invention, &e.,
‘““ without the consent, license, or agrcement of the said
patentees in writing under their hands and seals.”

It may be a matter for diverse opinions whether either
patentee alone can now grant a license ; it had been formerly
held that he could do so, but whether in such case he would be
liable to hand over a proporiion of the royalties to the co-owners
of the patent is also quite an open guestion; the point was left
undecided in Mathers ». Green on appeal owing to absence of
evidence of their having been any royalties to divide, In the
Court below it had, however, been held that the royalties should
be divided between the co-patentees.

As under the present form of Letters Patent, the intending
licensee should a}ways require that all owners of the patent
join in the license, the question 18 not likcly to arise. Ot
course, In no case can one of joint patentees acting for himself
alone grant an exclusive license.

Agreements between Joint Applicants.—In view of the
foregoing, ioint applicants or patentees should in all cases enter
into agreement defining in what way their respective rights
are to be construed, and, In general, as to the working of the
patent, finding capital, terms of licenses, &c., 80 as to avoid any
disputes that might afterwards arise.

The Practical Negotiation of Patent Rights.—Having
considered the rights and privileges attaching to provisional
protections and patents and the various methods of assuring
and transferring such rights to others, we may now profitablvy
consider some of the practieal points connected with thoe
development of crude inventions, finding purchasers or licensees
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for patents, and the like, on which information will often be of
gervice to inventors.

It is unfortunately true that many inventors are led to
suppose that on obtaining their protection or patent the hard
work is practically over and they will at once reap the fruit.

This is seldom the case. All inventions, however good,
require pushing; time must be allowed for the public to become
acquainted with them, and exertions made to overcome the
apathy with which all noveltics are at first regarded. In no
case should an immediate success be looked for, since it is
contrary to reasonable expectation that the public, under which
generic name those likely to be specially interested in the
invention may be designated, will at once grasp the merits and
details of an 1nvention which even the inventor may have taken
a considerable time to develop.

The taking up of an invention i1s in ilself not to be
hurriedly done; in many instances it will mean tho discarding
of old plant and provision of new, an alteration of business
methods, a preparalion fora different class of trade, all which
require not only time to perfect, but careful consideration of
ways and means and caleulation of results.

Many inventors allow no time {or manufacturers to cousider
if and how a movelty is to be made to pay, yet such 18 of equal
importance to the likely purchaser or licensee as the original
production of the finished invention was to the inventor.
Estimates of expenses of manufacture, stock, travellers’ salaries,
advertising, and profit are amongst the nceessary work of the
person intending to deal commercially with the invention, the
novel nature of which will in itself add proportionate difficulty
to the estimate.

Valuation antecedent to Negotiniion.—Whether the
inventor intends to work his invention himself, or dispose of
the patent to others, or grant licenses, 1t 18 advisable, indeed
almost necessary, to arrive at a fair and correet valuation of the
patent. A subject of too complex a nature to be dealt with 1
a paragraph, this valuation has been reserved for a separate
chapter. Its utility consists in this; that on it will first
depend if and what patents shall be taken, how they shall be
taken, how the invention shall be developed, whether the
inventor will obtain the greatest profit from working 1t himself,
licensing it exclusively or otherwise, or selling 1t outright.
What selling price, royalty, cash down, or equivalent, he shall
ask for it, how he will best find purchasers for the novelty,
liceusees * manufacturc i1t and work it, or buyers. of the
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patent. In fine, the valuation should determine the commercial
dealings of the inventor for his best advantage.

It should also assist in effecting license or sale; by proving
the correct value and affording a rcady proof to lay before
manufacturers or capitalists,

As this valnation i neccessarily aniecedent {o a ecommereial
workine of the invention aund will have most important
bearings on the actunl practical formn given to the latter, it
should be more or less always 1 view and in process of
development as the invention iiself gradaally assumes form
and grows to completion,

How to commercially develop a Patent.—The recuniavy
and other cirenmstances of the 1nventor, the nature of the
invention, and tle gencral methods of the trade to which the
invention most nearly relates will decide whether the inventor
should work his invention himself or find others te do sc.
Decision on such point must naturally be left to the personal
judgment of the mventor. Shounld the latter decide to retain
the working in his own hands, the methods of working must
also so far depend on the nature of the imvention and of the
trade that no rules can be stated. As the principal purposes
are to create o public demand and to prevent competition, the
various means of advertising would require more than usual
attention on the one hand, and a eaveful eye kept on the patent.
on the other. The patent is of the naturc of an absoluie and
exclusive goodwill of the invention, so care should be taken to
avoid forgetting the renewal {ces as they become due. 1t
gshould be also borné in mind that as improvements may be
brought out by others the use of which muay requirve infringe-
ment of the patent in question, the new applieations for pateuts
chould be carefully scanned, not nceescarily solely to oppose
the grant of similar patents but to obtain the voyaltics from
patentecs of improvements, which are a distingunishing and
valuable feature of property in pateuts, and which tend to
incroaso in value and amount as the life of the patent gradually
moves to its expiry.

Patent Sale Agents.—There are no recognised * patent
brokers,” or persdns who truly make a busines of buying and
selling patents, and a short examination will s - the reasons
for their absence. Yirst of &ll, such business 1 reguire o
diversity of knowledge and qualities seldom if .cr met with
in any individual, since the negotiating of a patent rvegnires s
very intimate knowledge ot the practical side of the trade to
which it particnlarly velates, and no one man can claim the
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possession of such experienco in every trads. Nor would tho
commission chargeable bo & sufficient remuncration for the
time such a study woald require. A further reason lies in the
inutility of such a profcssion, for every patentee can equally
de for himself all that such a broker or sale agent conld do
for him, thus saving the commission. We must presume that
every patentee at this atage has acquired a considerable know-
ledge of the practice of the trade to which his invention velates.
The worling out of his invention, the inquiries necessitated
during its development and the like, will have brought him
into touch with the trade, if he was not already connected
with i1t, and given him a knowledge of its conditions probubly
superior to that of any so-called sale agent. The inventor
does not nced a salo agent as he nceds a patent agent, for the
latter business is miore concerned with the legal side of the
patent system, with which the patentee is mot hrought inte
personal contact, as he is with the practical side of the patent.
It must indecd be assumed that if the patentee has not acquired
o suficient knowledgo of the trado into which it is his object
to introdace a new invention, and simply trasts to a sale agent,
his cflorts will be unsuccessful, for no man embarks on a
dircct business of which he knows nothing simply trusting
to the trade knowledge of a manager, especially when he is
ucqualified to judge whether that manager has any such
trade knowledge at all.

There is o class of practitioners who make o great protence
of ncgotiating patents. Such business is entirely foreign to
the proper avocation of a patent agent, and it 18 to bo feared
that it 1s resorted te in many instances simply to attract
business from inventors,

The principal patent ngents do not hold themsclves out as
sale agents, though in their counection they will often number
manufacturers interested in patents to whom they ave not
averse from introducing inventors with genuine novelties.

How to 8ell or License a Patent.—T'o effect the sale of
n patent tho first consideration should be given to selecting
the class of persons to whom the public usc of the invention
would be capable of bringing the most peconiary profit, Such
n class will most usually be the manufuctarers of like goods,
lirst, because they, as producers, are at the commencement of
the chain of middlemen trading to the probable consumer of
the particnlar articlo 1n question, and. sicundly, beeanse they
will already have their staff of workpeople, travellers, and
sthers by which the arbicle may become made and deliverved

)
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to the retailer, and no great initial expense on that score will
be laid agaiust the introduction of the patent. The study of
directories -t the centres of such industry and inquires in the
locality wil' discover the best and most likely nawmes, and in no
case will any introduction from a third party be necessary to
obtain courteous hearing from men of trade who are as inter-
ested in extending their range of paying manufactures as the
patentees are in their particular inventions. The patentee
shonld prepare himself with a reasoned account of the com-
mercial value of the invention, showing the cost of manufacture,
selling price, and estimated profit, so that business men may
be provided with the material on which they may come to a
judgment. He should provide samples or models, finished as
far as possible, as the invention will be when put on sale,
drawings should be neat and clean. A copy of specification
should be taken, thongh if o provisional only it is not always
advisable to disclose the exact terms of this document (till
negotiations are sufficicutly advanced to point to a definite
conclusion. If the patentce has a writtern report of a patent
agent on the mnovelty, that will be of assistance, but verbal
assurances on the patentee’s part that the invention is new
have but little weight. A previous valuation of the patent will
show the patentee what amount he can reasonably ask cither
for an ontright sale or a license upon royalty.

Cautions on Assignment.—T' give the purchaser of a
putent a legal titlo, the patentee requires to sign a deed of
assignment, usnally prepared at the expense of the purchaser,
to be registered at the Patent Office. The patenteo should be
cautious in signing the deed put before him as the wording
ay commit him to guarantees which he did not intend. The
seller should not be required to gunrantee the validity of the
patent, that the patent is valid should be taken as an admitted
fact bLotwcen the parties, and therefore placed in the com-
mencement of the deed among the “recitals.” The purchaser
before closing the bargain shounld cause the register of patents
to be examined at the Patent Office toascertain that no previous
assigmment by the seller to anyone else has been registered.
The purchascr should register the deed of assignment witheut
delay. The custs of registration, stamp fees and revenue feer,
if anﬁ, are usually borne by the purchaser, unless otherwise
agreed.

Cautions on License.—The remarks as to assighments
‘apply also to licenses, which may be * parole,” bat are best
made by deed. All possibilities that may occur as to the patent,
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or between the licensee and licensor, should be provided for
and as these are much more complex than a simple sale, which
is completed and firished then and there, the license presentas
considerable difficulties in drawing up, and innomerable pit-
falls. On the drawing up of the deed a professional man should
be consulted, and a kunowledge of Patent Liaw and practice ia
essential for the proper practice of this difheult gra.uch of
conveyancing. The general terms of the license must, however,
be settled beforchand by the parties, and it should be clearly
ascertained who is to pay the renewal fees, &c., bring or defend
suits against infringement, revocation, &c., how the royalties
are to be computed, checked, and paid, what is the minimum
of such payment, in what events the parties shall be at libert

to cancel the license, and what shall be the penalties for breac

of any condition.

Sale to Companies, Syndicates, &c.— Tne * capitalist”
“whom the sale agent professes to have on hand is usually &
myth of the imagination, but 1nventors will often be able to
influence their friends and others to speculate comparatively
_small amounts by forming small companies or * syndicates ”’ to
purchase or work their inventions, or to form a larger company
to do so. The value of the invention and the amoant of
capital required should be estimated, and the shares of the
syndicate appropriately divided, thus if the inventor be content
with a third share of thoe profits, and 600l be suflicient working
capital, he may find six men to take a 100l share each in a
syndicate of 900!. capital, he bimself taking three shares as
fully paid in return for his invention. Such syndicates are
often formed to provide expenses for formation of a publio
company, in which advertising, brokerage, and expecuses
generally will often amount to from 500 to 3,000l. or more,
but from which perhaps ten times as much is8 expected for the
invention, in such cases the patentee may retain more than
half the shares of the syndicale, perhaps two-thirds, as may be
agreed. The success of such companies depends greatly oun
the management; many have failed through proceeding to
allotment on insuaflicient subscriptions, and then using up their
modest capital in elaborate offices, &e. The prospectus of any
company formed to purchase a patent should contain pro-
fessional reports on the vahdity of the patent, and the wording
of such reports should be closely noticed by intending investors.

Arbitration.—In view of the proverbial uncertainty of
legal proceedings, aud the comparatively high cost to the loser,
recourse is ofteu had to arbitration to settle disputed questions

F2



68  TIE COMMERCIAL ASPCCT GF INVENTIONS AND PATENTS.

of infringement. If a trustworthy arbitrator be cliosen, whose
opinion in questions combining the law of patents with con.
siderations affecting the particular art to which the invention
relates, is entitled to recognition, the cost of such an inquiry
will be found to be materially reduced, perhaps to one-fifth or
one-quarter, and a decision will be more speedily arrived at.
The parties should agree to abide by the decision of tho
arbitrator.,

General Advice.—Before instituiing or threatening any
suit of infringement, the patent should be carefully examined,
with a view to ascertnining its validity in every particalar, and
the question of infringement should be submitted to a patent
agent whose work eminently fits him to recognise the *‘ points™
of the infringement, as well as the construction of the specifica-
tion of the patent. Many useless suits are brought which, if
such opinion had been taken, would have been abandoned or
compromised. A mere offhand opinion should not be taken,
but a thorough examination, coupied with such search as may
be considered necessary. Carc in the original patenting will
areatly do away with the neccessity of risking a lawsuit, and
will render the result of any smit more easily foretold.
Especially in this connection a stitch in time saves nine,
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CraarTer VII.

THE COMMERCIAL VALUATION OF PATENTS
AND PROVISIONAL PROTECTIONS.

Factors for Valuation.—Many inventors have very erroneous
wdcas as to the value of their patents, becanse judging the
matter solely from the point of view of the value of the
inveraon, they neglect to take into comsideration the various
mod.dyirg factors which the practical working of the patent
system brings into operation to effect the result. They judge
vwhoelly from the invention, and not from the patent.

Commercial Value of Invention.—First it must be
vecognised that the value of the rights given under the patent
is not necessarily determined by the commercial value of the
invention, though the lat{er must always be a principal factor
in the calculation. 'The estimated commercial value of the
invention is the value of the superior efficacy of the invention
over the hest of its competitors, in each instance of it3 craploy-
ment multiplied by the number of instances of its employment,
or likely employment, and by the time during which it is likely
to have pre.cminence. It is impossible ta calculate beforchand
an absolute commercial value for any invention, because though
its value over competitors may be stated with exactuess, com-
mensurate with sufliciency of ealculation, the number of
instances of its employment, its rate of output of product, and
the duration of its use, can only be matters of conjecture, more
or less accurate, according to the practical experiecnce of the
calculator.

Commercial Pre-eminence.—Value of useis the advantage
possessed by the invention over previously existing processes,
methods, machines, &c., in use with the same object. It is
capable of exact calculation and expression in terms of value,
thus whether a machine or proccss, the advantage may be in
decrcase of initial cost of construction or installation, decrease
of working expenses, improved number or quality of vendible
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or usnble product, in any or all these.  The ndvantage in ench
cnno may bo oxpreased na fo muoh monetary snving,

Valuo of Produotion.—It is truoe that whon tho invented
mattlor itaolf 10 tho vondible product, or where it 1a for personal
or domostic whe, or for afiording pleasure or matruction, or
for any other purpose than commorceinl nae, it is diflicult to
stato o dofinito monotary valuo in ity use for want of any
commorcinl bngis of comparikon.. In .such ecaso iy estimated
polling valuo, less tho cost of its production, must bo taken as
tho valuo of tho invention ns an article of trade. Inventions
must, theroforo, be first divided into two clusses, according as
to whother it is their use or their production which shows
commercial value,

Instances of Uso.—l1Inving found the commercinl valuo
of the invention per se, tho next point for consideration ig the
oxtont of ity probable employment. Ifor this, in ovory case
atatistics will bo nccessary, from which niny be learned tho
volumo of trado in or from tho similar articles or methods
which the invention is designed to suporsede. If the invontion
is for use in production, an estimato should be made of the
numbor of producers likely to be influenced to abandon the old
for the now process (perhaps more or less depondent on the
amount of profit in fuvour of the noew invention, and the
persuasiveness of the introducer). 1f the invention 1s itself
an articlo for sale, the likely demand on the part of buyers
of tho arliclos which the invention supersedes should be
considered.

Length of Time of Monopoly.—Presuming the invention
patented, the ealculator shounld take note of tho length of the
term of tho patent, as the torm (14 years in Great Britain) is
that during which the patentee retaing the control of the trade
in the invention, and, consequently, the opportunity of the

rofit. Nevertheless, as an established trade will continue to
ge profitable for some time after the monopoly expires, a slight
additional amount may be reckoned for valuc of establishment,
especially where the inventor is his own salesman,

Cost of Introduction.—On the other hand, there must be
deducted the cost of introduction, and that, again, is 2 matter
in which exact computation cannot be had, as it will depend on
the peculiaritiecs of the respective trade. Cost of starting
works, if they are nccessary, or of fitting up machinery for
manufacture, or of anltering such already fitted, and similar
charges incidental to produection must be estimated. Next, the
cost of diffusion of knowledge of the invention or product to the
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ultimate buyers or consumers, offices, travellers’ expenses,
advertising, and salaries of officials enter into counsideration,
these being all necessary expenses of manufacture which must
be borne by the selliug price of the product, whether the in-
ventor engages in the business personslly or seeks others to
do 8o under license from him.,

Where, however, the inveation consists in & mecthod of
manufacture, cost of introdnction will reduce itself to the
expenses of the personal time, journcys, and experiments of
the inventor or his snbstitete for information and proof to
manufacturers likely to be interested in taking up the inven.
tion.

Value of Patent.—The above simply conceras the value of
the invention in commerce and the probable profit that the
inveutor could make out of it according to the method of
working that he may adopt, and this, of course, should be the
value of the patent rights after deduction of a sum equivalent
to the value of the patentee’s time occupied in working the
invention and interest on the capital employed.

In valuing a natent, however, the question arises: Does the
patent retain absolutely in the patentee’s hands all the com-
mercial] value we have found {o exist in the invention, or is not
gome of this value or even all of 1t lost to the patentee throngh
n partial or {otal failure of the patent?

It muet be remembered that as a monopoly for the inventor
the inventicn in itself possesses only a potential value, to which
the patent may or may not give full practical effect.

Now, the offect of the patent depends on the wmaunner in
which the necessary application papers are made out, so that
the actusl value which the patentee has been able to secure for
himgelf out of the amonnt of polential value in his invention
will depend on the amount of care employed in patenting the
invention, and particnlarly in the specifications. Presuming
that the patent well and truly covers all the patentable novelty
that there is in an 1nvention, then the full value of thie invention
is secured to the patentee and represented by the patent, but
just in proportion as the invention is defictently protected or
features of novelty omitted or not fully developed in tho state.
ment of the inventien, by so much will the patent be reduced
in value, antil, in such lamentable cases where the pateunting
has been so badly done that the patent cannot be upheld at all,
it 18 clear that its value is absolutely ml. Althongh these Iast
montioned cases are rare, they are nof by any means unknown, it
may be estimated that they amount to perhaps 10 per cent. of
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the total number of patents granted. A far greater number,
however, fail to secure the full value of the invention, frequently
falling short of the latter by a considerable quantity.

If there is a gpoint which an inventor often misses it is
usnally this; nevertheless, 16 is, commercially speaking, for him
perhaps the most important feature of the whole patent system.
It rests entirely in the method of definition of the invention in
the specifieations.

This point has already been more fully explained in Chapter V.

Estimation of Value of Patent.—The principal difference
between estimating the full value to commerce of a new inven-
tion and the value of a monopoly secured by patent, is that, in
the first instance, the full value of the improvement is allowed
for, while in the second the question first is to ascertain what
the patent covers prior to calculating the value of that.

The guestion may be put in the following words: What
exact acts does the patent prevent others from doing, and what
i« tlie commercial value of those acts? The answer, which

ully varies greatly according to the specification of the

.cnt, 18 the basis upon which the value of the patent rights
can be judged. This, in fact, is the nett value of the monopoly
over ordinary trading vrofits, and when followed by estimation
on likely instances of user, during time of monopoly (14 years)
and deduction of cost of introduction and of maintenance of
patent, will give the estimated return from the patent during
the term ¢f tho grant.

Present Value.—As to what sum would represent a fair
price at the commencement of 1its term for a patent estimated
to bring in during its term a certain sum, it 1s needless to say
that property in patents has not a security equal to Consols, so
that 1t must not be valued on the basis of such security. The
present value of 14 years equal profits, say at 10 per cent., is
about cight and a-half times one year's profit; 10 per cent,
gnust, however, be considered as a somewhat small return for
such a speculative investment, and, morcover, it is freqguently
found that the profits are less in the beginning than the end of
the term. Probably four or five ycars’ purchase would be a
fair amount in average cases, but the amount must vary in-
versely with the probability of further improvements arising to
oust the inveniion from commercially profitable use.

Infringement of prior Patents.—~Amongst canses for
deduction in -estimate of value, it muast not be forgotten that
vhe employment of the invention may entail infringement of
previously existing patent rights. The invention may be per-
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fectly new and valoable so far as it goes, but it may not be
possible to employ it without using also some other invention
protected by a previous patent. In such a case it would be
necessary to seck the leave of the former patentee to use his
invention, or such part of it as may be needed. This he will
doubtless be willing to do on satisfactory terms as to payment
of royalty. BSuch amount or royalty must, of course, b
deducted in estimating the value of the new patent.

Naturally this necessity of payment of royalties to former
inventors only exists where the patents of the iatter are valia
and properly worded so that the new inventfion cannot be used
without infringement of the patent rights of the former inu-
ventors. An inventor who aspires, therefore, to be some day
in position to rcceive royalties himself from succeeding in-
ventors, must be exceedingly careful in the wording of the
specification for his patent.

Even presuming that the patent in itself is in every way
valid, a scarch should always be made among the patents in
force, if not by the inventor, certainly in any case by the
intending purchaser to ascertain if the use of the patent is not
in fact an infringement of cxisting rights of others.




Part 11.—The British Law of Patents.
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CHAPTER I.

HISTORICAL DEVELOPMENT OF THE PATENT

Trne Statute of Monopolies.—The first statutory defini.
tion of a patentable invention is found in the Statnte of
Monopolies, passed in 1623, in the 21st year of the reign of
James I. Delivered against the unjust and inlolerable mono-
polies of common articles of merchandise and necessaries of life
1ssued to courtiers and others to swell the Crown revenues, this
Statute declared all snch monopolies in general to be void
and of no effect, but by Scect. 6 made exception in favour of
patents for new inventions in the following words :—

“ Provided that any declaration before mentioned shall not
‘“ extend {0 any Letters Patent and grants of privilege for the
“ term of fourteen years or under hereafter to be made of the
*“ gole working or making of any manner of new manufactures’
“ within this realm to the true and first inventor and inventors :
‘““ of such manufactures, which others at the time of making\\,
“ guch Letters Patent and grants shall not use, so as also they {
‘“ be not contrary to the law nor mischievous to the State, by
““ raising prices of commodities at home, or hurt of trade, or
‘“ generally inconvenient, the said fourteen years to be ac-
“ connted from the date of the first Letters Patent or grants
““ of snch privilege hercafter to bo made, but that the same
¢ ghall be of such force as they should be if this Act had never
¢ been made, and of none other.”

As may be seen from the concluding words of this section,
which 18 still in force, the Act introduced no new law, but left
Letters Patent for inventions in the same state as they were
before, merely limiting their duration and distinguishing them
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in terms from the monopolies declarzd to be illegal,  The basis
of the patent system 1is, therefore, the common Jaw.

Nature of Illegal Monopoly.—An illegal monopoly,
according to Sir idward Coke, is *‘a grant or allowance from
the King by bis grant, commission, or otherwise, to any person
or persons, bodies politic or corporate, of or for the sole buying
or selling, making, working, or using of anything whereby any
person or persons, bodies politic or corporate, are sought to bo
restrained of anz freedom or liberty that they had before or
hindered in their lawful trade.” It cannot be said that any
man 18 directly hindered in his lawful trade by the Crown
erantine a mouopoly for a time of a new invention, which,
under the very terms of the grant as now practised, being
nudisclosed at the time, could not have heen kunown to any
such individual; nor can such a monopoly deprive & manu-
facturcr or any freedom or liberty that he had before, since such
freedom or liberty necessarily implies a then existing know-
ledge on Lits part of the alleged invention, which would at once
deprive the latter of ils character of novelty, acd the claimant
of lis title to pose as true and first inventor.

But, on the contrary, when the matter of the invention is
new and not already within the lawful capacity of any other
person to put in practice, that is {o say, following the words of
the judgment given in the previously decided case of Darcy v.
Allin,) **where any man, by his own charge and industry, or by
his own wit and invention, doth bring any new trade into the
realm or any cngine tending to the furtherance of a trade that
never was used Lefore, and that for the good of the realm, in
such cases the King may grant to him a monopoly patent, for
some reasonable time, antil the subjects may learn the same in
consideration of the good that he doth bring by his invention
to the commonwealth, otherwise not.”

That the original object of the grant of the patent was to
cacourage the sctting up of u rew manufacture, “so that the
subjects may Iearn the same,” 1s also c¢learly shown in re Cloth-
workers of Ipswich,® decided in 1615, where it is stated that tho
patent is granted to the inventor, ¢ that he only shall use such
a trade or traflic for o certain time because at first the people
of the kingdom are ignorant and have not the knowledge or
akill to use 1t.”

Instruction of Public in Invention.—For the succeeding
bundred years but little advance was made in Patent Law;

11 Wed. P.C., 6.
2 Godbolt's R., 232,
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the provision was usually inserted in the Leliers Patent that
the pafentee should keep and instract one or more sevvants or
apprentices in the use and practice of the invention, and in
some instances the Letters Patent themselves cortained a short
though usunally most inadequate account of the invention. It
was not until the reign of Anne that the custom arosc of
requiring the inventor to aeposit as a publie record a description
of his invention. The utility of this change in practice was
soon so apparent that all patents granted thenceforth eontained
the proviso that the grant should be void if a specification
particularly describing the nature and mode of practice of the
invention was not enrolled within a certain time. This impor-
tant stride in patent praeiice opened the field for a new series
of questions requiring judicial determination. The specifica-
tion of the patent always presented a vulnerable objeet for the
attack of infringers, and the grecat public importance of the
sufliciency of that document naturally led to a series of deci-
sions requiring such perfection that in the absence of a definitely
adopted scheme of draughting few were found to stand the
tests suceessively 1mposed.

Amongst the reported cases may be found many references
to the object of tho specification; thus in Rex 2. Arkwright,
1785,1 1t was stated that the specification is to put the public in
possession of the secret in as ample and beneficial a manncer as
the patentec himself uses it. Sceven years before, the absenco
of a direction as to the use of fallow to temper the stcel used in
making a patent truss was held to vitiate the patent.® If the
patentee knew of a better way than that mentioned m s
specification his patent was held bad,® even when the way
desertbed was atself perfeetly operativet  Similarly, i the
patentee described needlessly expensive materials,” or a need-
lessly protracted process, such as describing how {o make
materials necessary whieh counld alveady be purchased in the
trade,S or go wrote his specification that the pnblic would be
induced to make experiments which he knew must fail, as, for
instance, where a patentee nad claimed the use of a suitable
cloth, but preferably a particular kind deseribed, whereas in
truth he had found that only that particular deseription of

11 Wed. P.C., G6.

2 Liardet v, Johmson, 1 1l P.C., 53,

* Bovill v, Moore, 1816, Dae, I.C., 100,

P Wood v. Zimmer, 1815, 1 1l'eb. P.C., 82,
5 Twrner v. Winter, 1787,1 Hed. P.C., 81,
$ Savory v, Price, 1823, 1 Web. P.C., 83,
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cloth would answer the purpose,l patents were held void.
Everything described was held to be claimed unless it were
specially disclaimed, therefore it became settled that if the
invention resides in an improvement only, the specification
should not include the whole apparstus as improved but only
the improvement.> Nevertheless, the queslion was raised in
Hornblower v. Boulton® whetker such a description was suffi-
ciently extemsive. Tho practice thus arose of requiring the
patentee to distinguish new from o¢ld,* and the nature of an
invention began to be discerned &s something apart from the
performance.® 1t was already recognised that a patentee might
claim too much,® and that such would render thie patent void,
whether done unintenfionally or fraudulently.” It was also
decided that if the invention comprises several things and one
of those is wanting in patentability the whole patent is invalid ;8
the failure must, however, be in a material part.?

These decisions rendered it advisable to provide for the
correction of specifications after they were filed, and by the Act
of 1835 this and other reforms were instituted, This act of 5
and 6 Willlam 1V, ¢. 83, usually known as Lord Brougham’s
Act, enabled a patentee to disclaim any part of his specification
or title of his invention to which he could not properly lay
claim, made provision also for prolongation of a patent for a
further term of seven years, where the patentee proved to the
Privy Council that he had not received adequate remuneration,
and also permitted patents in certain events to be confirmed and
declared valid where doubt or adverse evideuce existed proving
anticipation.

This Act was amended in relation to the prosecution of
petitions for prolongation in 1839 by Act of 2 and 3 Vict,, c. 67,
and again in 1844 by 7 and 8 Vict., ¢. 69, to permit of the pro-
longation of pateuts for any term not exceeding in ordmary
cases seven, and 1n extraordinary cases fourteen years.

In 1849 the Actof 12 and 13 Vict., c. 109, named the Record

! Crompton v. Ibbotson, 1828, 1 #eb. P.C., 83.

* Williams v. Brodie, before 1785, cited Dav. P.C., 96; Hill v. Thompson,
1818, 1 Webd. £2.C., 247.

1799, 8 T\ R., 103.

4 Manton v. Manton, 1815, Dav. P.C., 349.

> Haviar v, Playne, 1800, Dav. P.C., 316.

R. v. Klse, 17685, 1 Web. P.C., 76; Huddart 9. Grimshaw, 1803,
Dar, D.C., 279,

* Bovill v. Moore, 1816, Dav. P.C., 414.

* Branton v. Hawkes, 1821, 4 B and Ald., 549,

Y Hill v, Thompson, 1818, 1 Web. P.C., 249,
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Office of the Court of Chancery as the sole place for deposit of
specifications.

In 1852 the procedure in the grant of patents was radically
amended by tlic Patent Law Amendment Act, 15 and 16 Vict.,
c. 83, the fees were reduced, and provision was made by statate
- for the filing of a provisional specification with each application
which was not accompanied at the time by the complete specifi-
cation eventually neccessary. In pursnance of a system
inaugurated sume few years before by the Law Officer, this rule
was aimed at obtaining from the applicant such a description of
his invention that 1t might afterwards be ascertained that the
complete specification was the lcgitimate outcome of the
invention in the mind of the applicant when the patent was
applied for, whereas formerly the applicant obtained his patent
stmply on the title of the invention such as ** Improvements in
the manufacture of bricks,’” and did not specify what the im-
provement was till afterwards, This Act was amended in 1853
b the 1€ aud 17 Viet,, c. 0 and 119, and certain minor improve-
mwents relating to protection of inventions for munitions of war
and at exhibitions were made by the Acts of 1859, 22 Vict,,
e. 13; 1865, 28 and 29 Vict,, ¢. 3; and 1870, 33 and 34 Vict.,
c. 27.

The Patents, &c., Act of 1883, which came into force on
the lst of January, 1884, repculed the above Acts with the
exception of Scet. 6 of the Statute of Monopolies, and under
certain savings us to patents then in force, again greatly chauged
the nature of the procedure, The fees payable on application
and on complete specification were reduced to 1I. and 3L
vespectively, the filing of the latter specification was made a
condition precedent 1) the grant of the patent, the Patent Office
was placed under a Comptroller of Patents assisted by a staff of
exuminers, and provision was made for ordering the grant of
compulsory licenses by the Board of Trade. The condition
formerly inserted in patents under the Act of 1852 that the
patent should expire with any previously granted foreign patent
was omitted, and many other chauges were made which will be
noticed at their proper places in the text.

The Act of 1883 as amended in some minor particulars in
1885, 1886, and 1858, together with Sect. 6 of the Statute of
Monopolies, still unrepealed, are the only statutes at present in,
force 1n Great Britain in relation to patents for inventions.
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Cuarrer 1L

LETTERXRS ZATENT: TERMS AND CONDITIONS OF
GRANT,

Rinds of Pawents.—There is but ono kind of patent for
invention contemplated by the British Paient Law, and it is
granted equally whether the invention be wholly new, or only
an improvement or addition to sume foregoing inventiown.
There are no patents of addition, as theve arve, for instance, in
France, by means of which the patentee of an invention can
add to his original patent from time to time such minor improve-
ments of detail ag come within the general seope of the manu-
facture of the original, All such improvements if to be
specially protected raust receive separate patents.

By Sect. 33 of the Act of 1883 a patent shall be granted
for one invention ouly, but (the specification)?! may contain
more than one claim; it is not comyetent for any person in an
action or other procreding to take any objection to a patent on
the ground that it comprises more than one invention. Tor
Provisional Protection see Clhapters 1V and XI1IT; Protection
at Exhibitions, Chaypter XXI11.

Form of Paten’.—The form in which patents are granted
13 as follows :—

VICTORITA, by the grace of God, of the United Kingdom
of Great Dvtain and Ireland, Queen, Defender of the Faiih:
To all to ‘wuom these presents shall come grecting: WHEREAS
John Smith, of 29, Porry Street, Birmingham, in the county of
Warwick, engincer, hath represented unto us that he is in
possession of an inveution for “ Improvements in Sewing
Machines,” that he is the trne and first inventor thercof, and
that the same is not in usec by any other person to the best of
his knowledge and belief; Axp WHEeREAS the said invento:
-hath humbly prayed that We would be graciously pleased to
grant unto him (heremnafter together with his executors,

! These words were omitted from the Act, deubtless by crrovw, siuce it is
the specification and not the patent deed that includes the claim,
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administrators, and assigns, or any of them, referred to as the
said patentee) our Royal Letters Patent for the sole use and
andvantage of the said invention: AND WHEREAS the said
inventor hath by and in his complete specification particularly
described the nature of the said invention: Axp Waereas Wo
being willing to cncourage all inventions which may be for the
public good, are graciously pleased to condescend to his
request: o

Kxow YE, THEREFORE, that We, of our especial grace, certain
knowledge, and mere motion, do, by these presents, for us, our
hieirs, and successors, give and grant unto the said patentee our
especial licence, full power, sole privilege, and authority, that
Li.e said patentee, by himself, his agents, or licensees, and no
others, may at all times hereafter during the term of years
herein moitioned, make, use, exercise, and vend the said inven-
tion within our United Kingdom of Great Britain and Ireland,
and Isle of Man, in such manncr as to him or them may secem
meet, and that the said patentec shall have and enjoy the whole
profit and advantage from time to time accruing by reason of
the said invention, during the term of fourteen years from the
date hercunder written of these presents: AxD to the end that
the said patentee may have and enjoy the sole wuse and exercisce
and the full benefit of the said mvention, We do by these
presents for Us, our heirs and successors, strictly eommand all
our subjects whatsoever within our United Kingdom of Great
Britain and Ireland and the Isle of Man, that they do not at any
time during the continuance of the said term of fourteen years,
cither dircetly or indirectly, mako use of, or put in practice,
the said invention, or any part of the same, nor in anywisce
imitate the same, nor make, or cause to bo made, any addition
thereto or subtraction therefrom, whereby to pretend themselves
the 1nventors thereof, without the consent, license, or agrec-
ment of the said patentee in writing under his hand and seal,
on pain of incurring such penaltiesas may be justly inflicted on
such offenders for their contempt of this our Royal command,
and of being answerable to the patertee according to law fer
his damages thercby occasioned: ProvipEp that these our
Letters Patent ave on this condition : thatif at any time during
tlhe said term 1t be made to appear to Us, our hens, or succes-
sors, or any six or more of our Privy Council, that this our
orant is contrary to law or prejudicial or inconvenient to our
subjects in general, or that the said invention i8 not a new
invention as to the public use and exercise thercof within our
United Kingdom of Great Britain and Ireland and Isle of Man,

G



2 TIHE BRITISH LAW OF DPAT1ENTH,

or that the snid patenteo in nol tho firsl nnd trwo invontor
thoreof witlin this renlm ng aforvesnid, thoso our Lottors Patent
shall forthwith delormine, and ho void to all intonls nndd
purposos, notwithstanding anything  horcinbeforo  contuined

Provinen anso, that if the said patentee shall not pay wll fees
by lnw mquuwl fo bo pnid m respeet of tho grant of theso
Tmlim'ﬂ Patant., or in respeat of any mabter relating theroto, al,
tho timo or llmm mnd o mmnner for the timo being by luw
provided ; and also il tho said patenteo shall not supply or:
caugo to be supplied, for our service all such nrticles of tho said
invention as may bo required by tho oflicers or commissionors
administering any department of our service, in such manner,
nb such times, and af and upon such rensonnblo prices and
torms 08 shall bo seltled inomanner for the timo being by law
provided, then, and m auy of the sutd cases, these our Tiottery

Patont and all privileges and ndwmlugm whatever herehy
cranfed shall determine and beconme void nobwithstanding any-
hlnnp; horcinbefore contnined @ PProvioen Anso, that nothing
herein contained shall provend, the granting ol licenses m such
manncr and for such considerntions as they may by law ho
granted : AND lastly, wo do by these presents for us, our heirs and
succeysors, grant unto the snid patentee, that these our Letbtors
Patent shall be construed in the most benelicial sense for tho
advantage of the satld patentee.  In Wirsess whereof We have

caused these our Liotters to be made Patent. this day
of , one thousand cight hundred and , ind
to bo sealed ay of tho day of , one thousand

cight hundred and

Term of Patent.—By Secct. 17 of the Act of 1883 tho
term limited 1n every putmt for the duration thereof shall bo
fourteen years from its date. By Scet. 13 every patent shall
be dated and sealed as of the day of the application therefor.
The term may be extended in exceptional cases.  (See chapter
on Prolongation of Patents.)

Territory covered by Patent.—Ivery pateut when sealed
shall have effeet throughout the United Kingdom of Kugland,
Scotland, Ireland, and Wales and in the Isle of Man. It does
not now extend to the Channel Islands orto the British colonies
or dependeneics.

Provisos for the Determination of Patent.—These con-
tained 1n the deed are only two in number as shown in the
above form of patent; the first of these is mtended to comply
with the concluding words of Sect. 6 of the Statute of
Monopolies, and so far as the proviso intends anything more
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than to ensure a means of revoking unlawful patents, for
instance, with regard to patents that may prove to be * prejudi-
cial or inconvenient to our subjects in general,” it is safficient
to say that it has never been put in operation, for no one has
yet applied to the Privy Council to revoke the patent on that
ground. So far, however, as 1t concerns the revoking of patents
contrary to law there are other means of securing the revoca-
tion of invalid patents, so that except pro formd this proviso is
uscless. The second proviso concerns the payment of renewal
fees and supply of invention for the service of the Crown.

Renewal Fees.—Sect. 17 provides that every patent shall,
notwithstanding anything therein or in the Act, cease if the
patentec fails to make the prescribed payments within the pre-
seribed times. The renewal fees prescribed in the schedule of
the Act have under Scct. 24 been reduced by the Board of
Trade, with the consent of the Treasury, and since 30th Sep-
tember, 1892, have been and are as follows :—

£ s d.

Before end of 4th year, and in respect of the 5th year .. 5 ¢ 0
r} " Elih 1 3] 1] Gth 59 e 6 0 O‘
» yy Oth " " " 7th ,, .. 7 0 O
L} ” 7“1 3 4} T Bth " P 3 0 0
4} B Bt'll yy 5y 19 9L]l by N 9 'U' 0
'} 3 9th 'L ’3 " 101h vy R 10 0 O
'} ’ 10th 9 ") 1 11th 'y o 11 O O
3 13 11 “l B B ¥y ]?it']l 11 . ]2 0 0
" y9 12th T, T 1) 13th ’s . 13 0 O
L} L} 13tll L3 vy 4y l‘ltll 9 .8 14‘ 0 0

Formerly the fees were 104 per year for the Sth, 6th, 7th,
and 8th years; 13l per year for the 9th and 10th years, and
20L. per year for the 1lth, 12th, 13th, and 14th yeurs. Fecs
arce the same for all inventions, The Comptroller has no power
to remit or reduco the amount of any fee. Patent ngents
usually advise their clients of each fee shortly before it becomes
due to avoid risk of loss of patent by cversight.

Extension of Time for Payment of Renewal Fees,—
I'ees are receivable at any time up to and includinge the
anniversary of the date of the patent. If that day fall on a
Saturday, Sunday, Christmas Day, Easter Friday, or any day
observed as a holiday at the Bauk of England,! or as a day of
public feast or thanksgiving,? the payment may ke made on the
day nexi following such day or days.S

! These are, the day following Christmae Day, Master Monday, Whit-
Monday, and the first Monday in August.

? Usually only tlie Queen’s Birthday.

} Patents Act, 1883, Sect. 98.

G 2
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If, nevortheless, in any case, by accident, mistake, or inad-
vertence & patentee fails to make any prescribed payment
within the prescribed time, he may apply to the Compérclier
of Patents for an enlargement of time for maxing that payment,
and thereupon the Comptroller ghall, if satisfied that the failure
has arisen from any of the above-mentioned causes, on receipt
of the prescribed fee for enlargement, not exceeding ten
pounds,! enlarge the time accordingly subject to the conditions
that tie time for making shall not be enlarged for more than
three months, and in case of a suit of infringement the Court
may, in its discretion, refuso damages for any infringement
occurred between the usunal due date of the fee and the date of
the enlargement of tho timne for payment.?

If more than thres wnonths has elapsed since the fee Facame
due, the patentee can only recover his patent by way of a private
Act of Parlinment.® If no extension is had, the patent is con-
gidered to have become non-existent on omission to pay the
fee.t

User by the Crown.—The proviso that the patentee ghall
supply gocds for the service of the Crown is controlled and
rendered effectual by Sect. 27 of the Act of 1883. By this
gection patents dated since the beginning of 1884 bave the same
effect against the Crown as against private persons, but the
authorities of any department of the service of the Crown may
use an invention on terms to be agreed, either before or after
such use. In case of disagreement the Treasury shall settle the
torms. -

Patents prior to 1884 are not subject to this clause, but, in
accordance with law in force when they were granted, may be
used by the Crown Authorities or their Agents without

~ remuneration.’

LT L] -
L E r -

" F g =

- H-‘i: oy

But & contractor who has taken work from the Crown on
his own responsilility may not use such invention without
infringement.?

. Compulsory License.—If any person on petition to the

1 The present feas are 12, for one month, 37. for two months, and Bl for

three months. The respective fee ia payable at the time the renewal fee is
id.

Im“ Patents Act, 1883, Sect. 17, 8ub-sect. 2-4.

3 There have been several examples of suzh Acts; the expense, if un-
opposed, may be taken at from 600.. upwards.

¢ Hazlehurst . Rylands, IX B.P.C. 7.

& Feather v. The Queen, 2 B and 8., 257.

6 Dixon v. London Small Arms Company, 1877, L.R., 1 .4pp.
¢, 632. |
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Board of Trade ! proves that by reason of the default of the
patentee to grant licenses on reasonable terms either (a) the
patent 18 not being worked in the United Kingdom ; or () the
reasonable requirements of the public with respect to the
invention cannot be supplied; or (¢) any person i3 prevented
irom working or using (o the best advantage an invention of
whick he is possessed ; the Board may order the patentee to
grant licenses on such terms as to the amount of royalties,
security for payments, or otherwise, as the Board, having regard
to the nature of the invention and the circumstances of the
case, may deem just.

The Patent Office rules specify the method of procedure, but
from the i1nfrequency of such cases, they will not be here
repeated. There have not been many applications to the Board
under this section, and the cases are not reported.

There is no appeal from the decision of the Board of Trade.
The order may be enforced by mandumaus.

Patents granied before the lst January, 1884, or on any
epplication then pending are not subject to this section relating
to compulsory licenses.

Working.—Apart from the right of Government inter-
ference to order the grant of a compulsory license, which is.
designed simply to prevent the patentee from acting the rile of
the dog-in-the-manger, which as a rule he is certainly not

anxious to do, a patentee may proceed toc work the invention or-

not as be pleases. There i8 no legal reguirement to work the
invention in Great Britain within any specified time, or indeed
at all.

Expiry with Foreign Patents.—Patents dated before-

1884, by provision of the Act of 1852, expire with any
previously granted foreign patent, and were not relieved frone
the liability by the present Act; but patents dated on and after
Jst January, 1884, are not liable to expire with any prior patent
abroad, owing to the omission of such provision from tho Act of
1883.

Models.—An applicant for patent does not 'need to file a
model of his invention, nevertheless the Department of Science
and Art may at any time require o patentee to furnish a model

on payment to him of the cost of the manvfacture; in case of
dispnte the amount to be settled by the Board of Trade.?

Foreign Ships.—A patent shall not prevent the use of an |

I Patents Act, 1883, Sect, 22,
* Patents Act, 1883, Sect. 45 (2).
8 Patents Act, 1883, Sect. 42.

|
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invention for the purposes of navigation of a foreign vessel
within the jurisdiction of any Court in the United Kingdom,
or Isle of Man, or the use in a foreign vessel, provided such
use i8 not connected with the manufacture or preparaton of
anything intended to pe sold in or exported from the United
Kingdom or Isle of Man,! but this section does not extend to

th-s ships of any foreign country which refuses such license to
British ships.?

! Patents Act, 1883, Sect. 43 (1).
 Patente Act, 1883, Scct. 43 (1).



* CHAPTER III. .

LETTERS PATENT: ENFORCEMENYT DEPENDENT
ON LEGAL VALIDITY. |

Validity of Patent.—In additien to the provisions con-
tained in the Letters Patent for rendering them void in certain
events, the patent 18 ineffectuul against infringers, and is hable
to revocation, ab inetro, if it is contrary to law, that 18 to say
contrary to the Statute of Monopolies.

Invalid patents of this nature could be repealed hefore the
Act of 1883 by procceding by * scire facias,” but althongh this
proceeding was done away with by the Act of 1883, Sect..26,
all the grounds of repeal were retained and made available, no$
only as grounds of revocation of the patent, but also by way of
defence to action of infringement.

- Whether revoked or not, & patent cannot be enforced so long
a3 any ground of invalidity can be proved against it.

Grant of Patent no Proof of Validity.—An “ invention,”
for which Letfcrs Patent may be granted, is defined by Sect, 46
of the Act of 1883, to be * any manner of new manuafacture the
“ subject of Letters Patent and grant of privilege within
“ Sect. 6 of the Statute of Monopolies and includes ‘an alleged
‘““ invention.”

Letters Patent may therefore be lawfully granted in respect
of any matter, provided it be alleged to be an invention ; the
validity of the grant will, however, be dependent on the truth
of the allegation. Thus, Letters Patent can be granted, and in
fact are granted, without previous examination as to the alleged
invention being one for which a valid patent cax be given, and
the grant or existence of a patent is no ground for concluding
that the invention is a patentable one.

Grounds of Validity.—Referring to the Statute of Monopo-
lies, 1t will be seen that a patent shull be granted only in respect
of a ‘“manner of new manufacture within thisrealrn. . . . .
“ which others at the time of making such Letters Patent shall

‘““not use,” that is to say, only for manufactares new to the

realm and not in use by others-at the time.

. l'_..*‘. ) . }
== - 1 .o T -** ’
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Moreover, any such patent shail be granted cenly to the {rue
and first inventor or inventiors of ruch manufacturer, and must
r.ot be “ contrary to the law nor mischievous to the State by
raigsing prices of commoditice at home,” nor to the *‘ hurt of
trade, or generally inconvenient.”

The ideas formerly prevailing with monarchs as to the
broad latitudp of subjects for patents wi'l provide & sufficient
explanation for the conclanding words which, ithough included
in o somewhat similar provise in each patent deed, are never
raised severally against a patent. IKrom them, as pointed out
by Baron Parke in Morgan v¢. Seward, may be derived the
dictum that an invention to be pafentable must possess
utility, which i3 certainly insisted upon in law, though not
found in the first part of Sect. 6 of the Statute, which requires
only that the invention be new and not in use by others.

Ths words ‘ manner of manufacture” presume a certain
class of ¢ subject matter,” which may be catled patentable to
the exclusion of other classes; and ‘ new within the realm, and
not in use by others,” illustrate otker attributes to be possesserd
by ‘such invention, which mny be treated under the head of
‘““novelty.” The attributes of the rightful applicant, entitled
“trmne and first inventor,” also need {further elucidation.
Sepurale chapters are devoted to these subjects.

‘“ Contrary to Law.”—The Statute of Monopolies did not
displace the common law, but merely gave form to the vaguer
definitions previously advanced from time to time. To obtain
a euphonistic formula for declaring void any patent once
granted by the Crown, it was usually said that the patent
must be held to be void as obtained by deceit upon the
Crown.
~ Where the applicant was not the inventor, alone worthy of

such reward, or where the invention was not new or not proper
snbject matter, the state of tue law did not permit sach facts
in themselves to be grounds for voiding the patent, but only to
serve as evidence that the Crown was deceived cither to grant
the patent to one not entitled in himself as inventor, or for an
alleged invention which did not possess the value of novelty or
otberwise imputed to it. It was already considered that
patents were contrary to law if obtained by such so-called
deceit, and one form of such deceit, namely, want of considera.-
tion for the grant was a convenient reason in itself, where
the ground of the common law depended so mach on the value
of the invention {o the State. Nevertheless, whether the
-. invention is new and proper snbject matter or not, the patent
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must not be contrary to law in having been obtained by
“deceit’’ on the Crown of any kind.

Deceit on the Crown is not necessary to be pleaded now,
since the Statnte of Monopolies has definitely stated require-
ments, of which non-performance may be pleaded in place
of the broader ground, but one form of such plea, namely,
want of—

Consideration for the Grant may be still desirable to
retain under the present conditions. Before 1884, patents were
granted before the complete specification was filed, under the
proviso that if the specification * particularly ascertaining and
describing the nature of the invention, and in what manner
the sawe is to be performed,” were not filed within a definiie
time the patent became void. If this specification, when filed,
was afterwards proved to be in any way insuflicient or mislead-
ing, the proviso was held not to have been properly complied
with, aud the patent was void. Under the Act of 1883, how-
ever, the grant of patent follows tho filing and acceptance of
the complete specification, and containy a recital that the latter
bas been fled. Under these circnmstances, supposing the
specification to be found in any way inadequate for its purpose,
reliance must be placed on the ground of failure of considera-
tion for the grant as a defence against the patent, being one of
the grounds on which the patent might have been revoked by
scire facias, which are retained in full by the present Act.}

Partial Failure of Consideration.—It has always been
considered that if a part of the patens is bad in law the whole
18 invalid, and cannot be enforced, even for that part which is
proved to be good in law, The invention, whatever it may be,
which 18 disclosed and stated to be such, is accepted by the
Crown as a whole, and becomes the consideration for the patent
which the inventor receives in return. If there is no considera-
tion, or if the consideration i1s valueless, which is in effect the
same thing, the grant i1s void.? 1II, also, the inventor points {a
a, whole as his invention, whereas it 18 only a part to which he
can properly Jay claim, this is called “f{alse suggestion,”? and
ig in law & deceit on the Crown, principally bLecause the con-
sideration which the Crown actually receives is something
different from that which the inventor has led the Crown to
believe that ho possesses. So also if 8 patent is taken out for
several different things, the entire discovery of all these things

1 (Of 1883, Bect. 28 (8).
2 R. v. Mussary, Bull N.P., 76a; 1 Web. P.C,, 41.
¥ Re Jessop's Patent, 1 Wed, P.C., 42.
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is the consideration upon which the patent is granted ; and
consequently, if any one of those things {urns out to be no
invention, the consideration fails as a whole, and the patent,
being equaily a whole, fails also.l This confirms a previous
decision, that if any material part of the slleged discovery fail
the patent is altogether void.# If part of what is claimed, for
instance, is wanting, either in subject matter for a patent, or in
novelty, the whole patent is void.® However, where a patentes
had described a part as useful which afterwards proved useless,
he not having claimed it a8 essential to his machine, the patent-
was upheid.4 An inventor of railway signalling had failed to
distinguish cases in which it would answer frem those in which
its mse would be franght with grest danger from failure: the
patent was held void.® A separate claim for a method of
cutting nails proved fo involve unnecessary waste, and conse-
qucntly of no utility, was held to invalidate the whole patent.®

Even so late as 1893 a patent was held void on account of
want of novelty of one of five claims, though the claim was
for a practically unimportant part.?

Variance is snother form in which the Crown may be
deceived in relation to the conmsideration for the invention.
Thus, when en inventor, commencing his application with a
provisional specification, had stated his invention therein to be
of a certain nature and had received his patent on that inven.
fion, under the proviso that within a specified time he should
file a complete description of that invention, the description of
& different invention or a further invention in the complete
gpecification, was held to be a frand on the Crown, wiich
rendered the patent void. Cases showing the practical aspeoct
of the question are referred to in the chapter relating to the

- “ Complete Specification.”

“« Variance” under Act of 1883.—It has been supposed
by many, taking but a superficial view, that under the Patents
Act of 1883 the fatal effect of variance would be lost, since the
procedure was altered to make the grant of the patent follow
the filiny; and examination of the complete specification. It

! Brunton v. Hawkes, 4 B, and Ald., 552.
3 Hill . Thompaon, 2 B. Moore, 457 ; 1 Web. P.C., 249.
3 Xay o. Marshall, 6 Bing N.C., 501 ; 7 Scott, 661,
¢ Lewis ». Marling, 1 Web. P.C., 496.
$ Eunsterbrook v. (3reat Western Railway, 1885, 26 R., 210.
V1 ; U;igdlﬂomshm, &c¢., Company . Swedish Horsendil Company,
- L L l‘, L ] ' b . )
... . -1 Murchland v. Nicholsen and. Grsy, X R.P.C., 428..
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was argued that there could be no deceit on the Crown wunder
these new conditions.

' But “deceit on the Crown” is merely a formula really
intending deceit on the public; and it is equally 2 deceit on
the publie, if the inventor, having obtained priority of date by
filing a provisional specification, is to bhe allowed under &
technical plea to “ vary " his invention within the succeeding
nine months 8o far as to include any other invention, in place
of, or in addition to, that in his mind when he commenced hig
application. The door would be opened wide to fraud.
Speculations, however, have been since set atrest, since variance
as & ground of invalidity has beon e?mmly decided in the
House of Lords as still existing in full force.l

For amendment generally, to cure such of the defects in a
patent as are thus cerable, see the chapter on “ Amendments.”

3 Vickers, S8on and Company, Limited, v, Siddell, E.P.C. V11, 203.
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CuaPTER 1V.

NATURE AND EXTENT OF PATENT RIGHTS.

Right of Application.—Sect. 4, Sub-sect. 1 of the Patents,
&c., Act of 1883, accords right of application to any person,
whethior a British sobject or not. But such person must be
the true and first inventor, as stated in the Statute of
Monopolies, snd explaired in Chapter X. The British law,
however, does not allow the trme and first inventor to obtain
the patent of right, sin:e 1t is granted entirely by grace and
favour, and pot of righc! Consequently the inventor cannoct
assign to others his right of application which is entirely per-
gsonal to himself.2 'The British law, furthermore, containg no
provision for assigning the application when made, and hefore
the patent issues; thus, a provisional protection cannot be
legally assigned. The most that can be done is under the
permission accorded by the Act 3 to the true and first inventor
to associate any other person or persons, or a corporation, or
limited company with himself in the application ; cither at the
time of making the same, or by way of amendment, at any time
up to the sealing of the patent.

A gpecinl exemption is made by Statute, whers an inventor
" dies without baving made application for patent; in such casc
an application can be made by and patent granted to the legal
personal representative of such deceased inventor, provided the
application be filed within six months of the inventor’s death.

Prerogative of Crown.—Scct. 116 provides that nothing
in the Act of 1883 “shall take away, abridge, or prejudicially
affect the prerogative of the Crown, in relation to the granting
of any letters patent or to the withholding of a grant thereof.”

Rights Given by Patent.—The Letters Patent granted
to the applicant invest himn with ‘ especia: licence, full power,

) Feather v, . The Queen, 8 B. and 8., 286. -

2 Mareden o. Saville Stroet Foundry, 1878, L. R., 3 Er, D., 203.
3 Patents Acy, 1833, Bections 4 and 5.

¢ Patents Act, 1883, Suct. 834
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colo privilege, and anthority ” by himanlf, Ing apents, o
licensees, amd no othera, to make, uge, oxercise, nnd vend tho
invention within the United Xingdom of (real Britain and
freland and 1slo of Man, in such manner ns {o him or them
may scem meet, and assures to m or them “the wliolo profit,
and advantnge from timo to timo acermng by reason of tho
saud invention,” so long as tho patent 1emaing in force; and,
fucther, strictly commanda all anbjecta whatsoover that they
shall not *“ direetly or indirectly make ugo of or put in practico
the snid invention, or any parii ol buo siind, noT it anywiso
imitate the same, nor make, or causy o ho made, any addition
thereto or subtraction therefrom, whereby to pretend them-
selves tho mventors thoreof, withont tho consont, license, or
norcement of the patentee in wriling under his hiand and seal.”

Any act perforined in contravention of tho above commands
18 termed an “infringement.”

Commencement of Proteotion against Infringemeont.
-~ Although the Aect provides that the patent shall be dated
and sealed as of tho duy of application, Scet. 13 provides, that
no proceedings shall Do ftaken in respeet of any infringement
committed before the publication of the complote apecitication.
I'his occurs on {the accoptance of Lhe completo specification by
the Comptroller aftor examination ; and from that day forward,
until the patent i1s actually seaied, tho applicant obfains, under
Scet. 15, the samo rights as if tho patont were already scaled,
except that ho may not institute any procceding for infringe-
ment unfil tho patent has been actually granted him. Pro-
tection from infringementi thus occurs from the date of the
publication of the acceptanco of tho completo specification, and
anyone who has been infringing beforo that dato will have to
ceaso doing so. It has been held that an applicant whoso
completo specification has been accepted, may sno for an
injunction against the continuanco of the infringement, and
such may bo granted beforo the Lettors Patent are actually
igsued.l

Provisional Protection.—According to Sect. 14 of the Act
of 1883, where an application for a patent in respect of an
invention has been accepted, the invention may, during the
period bobtween the date of the application and the date of
sealing such patent, be used and published without prejudice to
the patent to be granted for the same; and such protection from
the consequonces of use and publication is referred to in the Act
as provisional protection.

! Dowling v, Billington, 1890, B.P.C. VII, 191,
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Thers i8 no differexce in the procedure between obtaining
provisional protection and full patent, the former is in every
case given on acceptance of the application for a patent, as a
matter of course; and this-equally whether the application is
accompanied by a provisional or complete specification in the
first 1nstance. -

PDuration of Provisional Protection.—This extends from
the day of the application till the patent is sealed, and con-
sequently the term varies according to the celerity with which
the lstter is accomplished, It may last from thres months to
fifteen or longer, but ¢ has become the practice when speaking
of & provisional protection to denote suck as is obtained on
filing a provisional specification witn the application for patent,
whereby the applicant obtains a respite of nine months to
develop bis invention and prepare and file the complete specifi-
cation on the acceptance of which the faller patent rights are
obtained as before mentioned. :

Nature of Provisional Protection.--—The Statnte of
Monopolies requires an invention, the subject of a patent, to be
new and not in use by others at the date of the making of the
Letters Patent. To avoid the disadvantages to the applicant of
having to keop his invention secret until the patent is actunally -
sealed, the institation of provisional protection saves him from
all consequences adverse to his patent arising from any publica~
tion or use before the actual sealing of the patent, and
after application has been filed. The result is, therefore, to
shift the determining date from the sealing to the date of
application, so that the invention must be new, and not in use
or known, at the date of application, to preserve the validity of
the patent. The effect of an application for patent is therefore
to give the applicant a defined date from which his priority
- over use and publicaticn, and also over any other possible sub-
sequent applicant, is assured. By Sect. 13 of the Act of 1883
the sealing of a patent on an application shall not prevent the
subsequent sealing of a patent on an earlier application, 8o long
88  the latter is not abandoned, thus overrnling caszs! to the
opposite effect decided prior to the Act.

Abandonment of Application.—It is provided that if the
COMPLETK BPECIFICATION is mot filed within nine months of the
date of application? or within ter months <with the addition of
a five of 2.2 the application skall he deemed to be abandoued.

1 Batos v. Redgate, 1869, L.R., 4 0. D., 577, and others.
2 Patenta Act, 1883, Hect. 8.
3 Patonais Act, 1885, Hect. 8.
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I, aleg, the comploto npecification, whonovor filled, 1 not
rmmplml wilhin twolve aonthin ol tho dato of :1pplu"mrn,
oxcopt in tho cano of an appenl hnving beow lody el ngainat the
vefusal to nceopt, tho application phall becomo vordil Tho
Comptroller hag, lmwuwr powor {o oxtond thia poriod, that i
{o say, will mmph tho complolo apectfication, within nn
cxtonded tinie, not oxceoding throo months, on puyment of an
additionn] finoe of 24, for one month; 41 for tawo montha; or 6l
for three months?

It 18 o question of conmderablo importanco to applicants how
{ar the protection givon under an abandoned application ecan bo
rolied on,  Beforo the Act of 1843 it was hold that the abandona-
mont, of an application way nol in itsell an abandonment of the
imvention 10 bl public,” wnd in Ve sieno cano on tho reading
of the Act of 1862 deolaving that upon the nccoptanco of the
application, * tho invention thersin roferred to may duoring tho
term of six months from tho dato of the application be ngsed and
publishod without, prejudics to any Tietiors Patont to bo granted
for the samo ™), it wns held that the patont would be equnlly
valid, if grantcd on a now apphication for the samo invention,
tho first l}mng'tb'mdmwtl In n subsequent case,® this jndgment
was followed and extonded by decision, that publication duving
tho six months following on the nbandoned application wns no
anticipation of tho patont granted to the same person on a later
npplication, filed just before tho cxpiration of the six months.
In view, however, of the different wording of tho Act of 1883,
which only saves the patent from tho conscquences of use or
publication occurring botween thoe date of application for patent
and tho date of scoling such patent, it is probable that any
publication, &e., which wmay havo occurred under a former
abandoned opplicntion 18 no longer saved. As provisional
spocifications are now no longer published when the application
i8 abandoned or rendered void b there can ocenr no dedication
to the public thereby and the first part of the decision in Oxley
v. Holden above referred to may bhe presumed to stand.

Right of Assignment.-— That the patent rights are
assignable 18 inferred from the terms of the patent which
confers the r;lghts upon ‘the inventor, his executors, adminis-
trators, and assigns. Tl;e A(,t of 1883 Scct. 36, pernuts {!

! Patents Act, 1883, Scct. 9 (4)..

2 Patents Act, 1885, Sect. 3.

3 Oxley v. Holden, 30 L.J.,, C.P., G8.

4 Laster v. Norton, £.1.C. I1L, 206; Griff. P.C,, 163.
5 Patents Act, 1835, Sect. 4. * f
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gatentee to assign his patent for any place in, or part of, the
Jatted Kingdom and Isle of Man, as if the patent were
oviginaily granted to extend to that place or that part only.
The patentee may also grant by assignment a part or share of
the patent,! usnally referred to es an undivided share, or he
may assign the whole interest in some distinct part of the
patented invention.? The right of assignment only accrues on
the sealing of the Letters Patent under which the assignment
purports to be made; but an apphcant, in expectation of
receiving patent or having a right of application, can enter into
an undertaking to assign if and when such patent is granted,
and specitic performance of such a contract will be decreed
whon the patent is grarted.® A covenant in an assignment to
gecure any further improvements, &c., that the assignor may
make is not contrary to public policy and may be enforced.*

Rights obta.in;.%le under Assignment.—The patent beinz
a deced, assignment can only be made by deed, but a parole
assignment may operate as an agreement to assign and be
enforced accordingly. Under Sect. 87 where a person becomes
entitled by assignment, transmission, or other operation of law,
to u patent, the Comptroller shall, on request and on proof of
title to his satisfaction, canse the name of such person to be
entered as proprietor of the patent in the register of patents.
This course is desirable immediately upon assignment for the
protection of the purchaser, since the person for the time being
entered in the register of patents as proprietor * shall, subject
“ t0 the provisions of the Act and to any righis appearing from
‘“ such register to be vested in any other person, have power
““ absolutely to assign, grant licenses as to, or otherwise deal
‘““ with the same, and to give effectual receipts for "any con-
. ** gideration for such assignment, license, or dealing. Pro-
“ vided that any equities in respect of such patent may be
‘“ enforced in like manner as in respect of any other personal
“ property,” S

An unregistered assignment is valid befween assignor and
assignee and also against subsequent licensors holding from the
assignor after the date of and with notice of the unregistered
assignment,® but 13 not effectual to enable the assignee to sne

I ' Walton v. Lavater, 8 C.B., N.S., 162.

2 Dunnicliff o. Mallet, 7 C.B., N.S., 209.

3 Cogent v. Gibson, 33 Beav., 557. |

¢ Printing, &c., Reg. Company v. Sampson, L.R., 19 Ey., 464,
® Patents Act, 1883, Bect. 87.

¢ Hogsall v. Wright, L.RB., 10 Zq., 510.
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infringers until registered ;! it being undecided, but probable,

that the registration when effected ‘wilk in this case confer rights

relating back to the date of the assignment subject to any
intermediately registered assignment or license without notice.

Right of Licemse.—A license is a permission granted by
the patentee fo some other person or persoms tc use or deal
with the patented invention, or part of it, generally or in some
particuiar manner, either thrcughout the whole or part of the
territory covered by the patent, which withont such permission
would be contrary to the terms of the patent. In effect it is
a limited exemption from liability in respect of infringement.
Since the patentee camnot bring a suit of infringement until
the patent is granted,? a license before granut iy unnecessary,
and since no act is an infringement until the complete speci-
fication is accepted, the license if retrospective need not relate
back to before that date.

Nevertheless 16 is competent to an inventor having only
provisional protection to grant & license thercon, and such
license i8 not void for want of consideration though the sub-
sequent patent is not so broad as the provisional specification
appeared to warrant.’

A license 1s. exclusive or non-exclusive. An eoxclusive
license is usaally held to exclude also the patentee himself,
as well as to prevent grant of licenses for the same matter and
place to others,* but it is usual for the patentee to specially
covenant not to use the invention or grant other licenses. An
exclusive license practically vests the patent rights in the
licensee for the time being, and may be construed as egual to,
or containing & grant which will permit the licensee to sue
infringers in his own name, but this is not necessarily so,® for
an exclusive license is only an ordinary license, coupled with
a contract by the patentee that no other license shall be
granted or use made. The validity of any further license
granted in contradiction of such contract would depend upon
notice, and registration of the exclusive license would probably
in such case be sufiicient. notice; but registration is not a
sufficient notice to all .the world in respect of use of the
invention, so that & sole licensee for a district, who could not
prove that persons using machines, obtained from the patentea

! Clhiollett 0. Hoffmann, 7 Ell and Black, ¢8G.
2 Patents Act, 1883, Sact, 15, -

3 Otto 0. Singer, R.P.C. VII, 7.

4 11 dmarsh, Law of Patents, p. 241.

¢ Heap v. Hartley, 1889, B.P.C., 495.

"t‘f}i-;
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outgide and brought into the distriet, had received notice of

his exclusive license, was‘ unable to sne such persons in his

own name for infringement; it being the opinion of the Court
that his was a license only, and contained no grant of the

.patent rights.t -

A license shonld be under seal, and preferably delivered as
a deed; but a parole license will be npheld® Whether estopped
by deed or not, go long as the relation of licensor and licensee
subsists,® even ander parole license,* the licensee cannot put in
issue the invalidity of the pntent as a ground for non-fulfilment
of his covenants to pay royalties or otherwise; nor can lie,

‘unless otherwise provided for in the license, release himself,

where the patent has already been declared void in action
between the licensor and third parties, until he has terminated
the license,® provided it be terminable, when he may raise the
invalidity of the patent in opposition to any further call for
royalties or suit of infringement. A license heing a personal
right or exemption, is not assignable unless stated so to be 1n
the license; and since the assignees of a licensee are not in law
bound to perform the personal covenants of the license, but
only in equity, taking with no.ice, to observe such of them as
attach to the patent rights themselves, or modify or limit the
extent of wser permitted, 1t is advisable to stipulate for the
conzent of the licensor to any assignment.

Subsequent assignees, taking with notice from first assignee
holding under arrangement to pay a percentage of profits to
the assignor, were held bound by such covenant.? A covenant

" for guniet enjoyment does not presume that the licensor will

keep up the patent;? and where licensees had covenanted to
pay ar exact sum throughount the term of the patent, the lapsing

* of patent, throngh non-payment of a renewal feo, was held not

to desiroy the liability for subsequent payments under the
covenant ;¥ nor were the defendants in this action .allowed to
raise & defence of want of movelty, though it was expressly
stipulated that the payments were to cease if the invention

were not novel.?

! Heap v. Hartloy, 1889, B.P.C., 405.

2 Crossley v. Dixon, 10 H.L. Cas., 208.
& §mith o, Scott, 6 C.B.,7T71. .
¢ Crossley v. Dixon. Supra.

5 Neilson v. Fothergill, 1 Webd., 290.

¢ Werderman v. Soc. Gen. D' Electricite, L.RB., 19 C&, D., 247, C. 4.
7 Mills v. Careon, 8.P.0C. 1X, 838, affirmed on appsal, B.P.C. X, 9.
8 Mills v, Carson, B.P.7. 1X, 838, afftresed on. appeal, B g X g
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Licenses should be registered, to obtain the certainty of
legal title against subsequent assignees or licensees.

If fraud is alleged to procure the annulment of a license,
a very clear case must he proved.! An agreement for a license
i3 equivalent to a formal deed of license.*

Rights of Joint Patentees.—DBeyond the statement in
Sect. 87, that the registered owner of a patent shall have
absolute power to deal with it subject to the rights, appearing-
from the register to bo vested in other persons, and to equities
in respect of the property ; the Act of 1883 contains no reference
bearing on the respective rights of jeint patentees. Such
rights can only be ascertained by reference to the patent deed.
In the case of Mathers ». Green, question arose as to the
relative rights of joint patentees who held a patent granting
to “each and every of them ” the usual privileges: it was then
held that in the absence of any special sgreement to the
contrary, each patentee was at liberty to work the patent at
his own risk, without being answerable for profits or having
any right to call on his co.patentees to share losses. The
question whether a patentee would he answerable to his co.-
ratentees for moneys received on account of licenses granted by
him, was left undecided on appeal, but decided in the affirm.
afive in the Court below.

Under the present form of patent grant4 to two or more
persons the words aro simply put in the plural, ‘ each and
every ”’ being omitted. 1t wounld appear, therefore, that while
each patentee may work for his own account separately, licenses
can only effectively be granted by all the patentees together:
for though each patentee may for himself assure a license, the
licensee may still be open to suit of infringement from the
co-patentees whose permission he has not obtained. The point
has not been decided, and is not likely to arise, since an intend-
ing licensee will doubtless insist on all the patentees joining in
the license. . In any case, one of joint patentees is in no position
to grant an exclusive license,

The case of Mathers v. Green was upheld in Steers v. Rogers,®
carried to the House of Lords, where the principle was ex-
tended to assignees of part shares, on the ground that a patent
right is not a right to manufacture, but a right to forbid others

1 MacDougnl v, Partington, 1890, V1I R.P.C,, 223, C. 4.
B'LlR!’ 1 Cﬁi, 29. r |
4 See page 80. ) . . N

. & RI-P-IO. x’ 245. - - - | J* ' . et oL TR ' '
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manufactaring, and the latter carries with it no obligation to
account for profits to another having a similar right in respect
of the same invention.

The holding of a patent by co-owners does not constitnte a
partnership.

One of joint patentees can assign his ehare in the patent
subject to any agreement between the patentees, but the assignee
will not necessarily be hound by any personal covenants which
the assignor may have made with his co-patentees.

ements defining the relative positions and rights of

the parties should, in view of above, always be made, and
registered at the Patent Office.

~ Rights of Joint Applicants.—Joint Inventors.—Pre-
sumably one of two or more joint inventors is not entitled to
.claim a patent for the invention in his own name alone since he
.cannot truly describe himself as the trne and first inventor.
Thus, even with the permission of his co-inventors, his legal
position would not be necessarily secure; if it has been agreed
that he alone should hold the patent the safer course is for sll
parties to join in the application, and after grant assign their
rights to the one of their number to whom the patent is to
belong.

Where a joint application has been made it sometimes
aunfortunately ocenrs that the parties fall ont before the patent

-48 granted, and it is also possible that one of them may become

obstructive, it may therefore be desirable to ascertain what
can be done under such circumstances. A co-applicant wishing

~ to retire can do 8o, the others being agreeable, by an amend.

ment of the application to exclude his name, but if he is a

- joint inventor that course may not be advisable. If & co-

applicant refuses to sign a complete specification and withdraws
his anthorization from the Patent Agent, the Comptroiler will,

 pevertheless, accept the specificati.  signed by the other co-

applicant or co-applicants aloune, but the patent will still issue

jointly to the co-applicants.

1f co-applicants individually tender separate complete speci.-
fications the Comptroller will not take upon himself to decide
between them, and having no power to accept more than one
complete specification he will refuse them,! and unless the

~ psarties agree on a specification the application will have to be

. perforce abandoned.

[ ]
-y
'-
.

It is obvious that a co-applicant is entitled to prevent the
grant to himself of a patent of which he may disapprove, since he

“might render himself liable in case of an action of revocation.
i \Be‘Apostoloft and another's application, 1897, XIII E.P,0,, 276.

o
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CrAPTER V.

SUBJECT MATTER: MANUFACTURE AND IMPROVLE-
MENT, COMBINATION OF PARTS.

Definition of Invention.—By Sect. 46, “invention” means
any manner of new manufucture the subject of Letters Patent.
and grant'of privilege within Sect. 6 of the Statute of Mono-
polies,! and includes an alleged invention. The difficulty of
finding an exact definition of patentable subject matter—or
r.cher of its converse, non-patentable subject matter—was
referred to by Mr. Justice Grove in Bamlett v. Picksley.? In
his own words, ‘“ No terms can be used which will so abso-
lutely exclude any possible misconception as to lay down an
abatract definition of what is not the subject matter of a patent,
because 1t must 1nvolve something plus the mere terms used in
the limited defipition.” +

Nevertheless, from study and co.relation of various deci-
sions given since, and seme even before, the Statute of Mono-
polies, it seems possible to evolve a test or series of tests by
which to try the guestion of subject matter, which without
doubt is of conmsiderable importance. That such decisions
severally contain bat little, if any, approach to full definition
of patentable subject matteris natural, considering the diversity
of inventions and the sole necessity of judging each upon its
own merits without reference to other classes of invention.

Meaning of Manufacture.—In Darcy ». Allin3 it was
stated that any man ‘‘bripging a new trade 1uto the realm, or
any engine tending to the furtherahce of a trade, that never-
was used before,” might have a patent for it. Nevertheless,
the custom seems to have arisen of considering only the tangible
article or result as the subject of a patent; thus in Boulton v.
Bull,* Mr. Just'ce Heath stated "that a patent could only be for

1 See page 75.

21 Qriff. P.C., 43.

21 Web. P.C., 8. 3
¢ 1795, Dav. P.C, 162;
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a vendible matter, and that the ‘“ manufactures ’’ intended by
the Statute were divisible into two classes, numely, machinery,
or substances made by chemical or other processes, where the
vendible substance is the thing produced, and that which
operates retains no permanent form.! In Hornblower v.
Boulton,® Chief Justice Kenyon understood the word to mean
something made by the hand of man. The idea that mann-
facture might include the art or process of making, apart from
the means employed or resnlt produced, does not seem to have
been generally held, for in 1819 we find Chief Justice Abhott?
stating that the word manufactare had generally been under-
stood to denote either the thing made, which is useful for its
own sake and vendible as such: or an engine or instrument, or
some part of an engine or instrnment, to be employed in the
making of some previously known article or for some other

. ueeful purpose. He, however, was of opinion that the meaning

might perhaps be extended also to a new process to be carried
on by known implements or elements acting upon known sub-
stances, and ultimately producing some other known substance,
but producing it in a cheaper or more expeditious manner, or
of a better and more useful kind. More recently, in 1837,
speaking of a machine, Baron Parke concluded that the word
manufacture would apply either to the machine iteelf or to the
mode of constructing i1t;* and in Bush v, Fox?® it was stated
that manoafacture included process as well as result; eventually
the question was setfled in favour of the patentability of a
process by opirions of tha Judges in the House of Lords in
~ Ralston v. Smith,® where 1t was held that a new manufacture
. comprehenas not only a produaction, but a means of production,
it inclndes a new machine, & new combination of machinery, a
NW Process, OF an improvement of an old process.
Combination of Parts.-—That a combination of parts is
a patentable manufacture was recognised before the case of
Ralston v. Smith., Thus, in Boulton v. Bull? it was pointed
by Bauller, J., that mechanical and chemicel discoveries all
come within the description of manufactures, it being .no
objection to either of them that the articles of which they are

12 H. Bi., 482.

21799, Dav. P.C., 225.

31819, Rex v. Wheeler, 1 Carp. P.C., 897.
4 Morgan v. Beaward, 1 Web, P.C,, 193.

5 1854, Macrory P.C., 176.

¢ 11 H.L. Cas., 223, '

1 Supms.. -
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cotnposed were known and were in use befcre, provided the
cempound article which is the subject of the invention is new.!
A combination of old materials may be patentable, if it pro-
duces a new effect,® even if the materials of which it is composed
were already in use for the samo purpose.d There may be a
patent for a new or improved combination of mechanical parts,
already known in combination ;¢ and also for 2 new orimproved
arrangement of the constituent parts of a combination.b

The utility of covsidering a8 manufacture as a combination
of parts for the purpose of testing its patentability will be
afterwards further explained.

Improvement in Manufacture.—When we speak of o
new manufacture, whether product or process, we do not
necessarily mean that every part of the manufacture is new,
but only that it is new as a whole. So far it may therefore
only be an improved manufacture, but will nevertheless be
equally patentable subject matter. It is obvious that a putent
fer an improved manufacture does not give any exclusive righta
to practice such parts of the manufacture, as were old at the
date of the patent, hut only the whole manufacture consisting
of those old paris combined with the improvement introduced
by the inventor; in fact, the patent covers the combination ot
the new with the old.

We have also the authority of the House of Lords in
Ralston ». Smith¢® that an improvement on an old process
may be the subject matter of & patent ; and this, indeed, might
be easily assumed, sirice the effective gain to the public is only
the 1mprovement, whether cleim be ‘made for it alone, or
in combination with the rest of the process. Noris thisreading
really a widening of the patent right, as might at first be
supposed, since an improvement assumes & basis on which it
must be founded ; and if it is not in itself a separate ‘ manu-
facture,” it must be an element in combination with other old
elements to make up such manufacture. Whether an invention
ig described as an improved manufacture, or an improvement -
in & manufacture, is practically immaterial ; but if a distinction
is required, we may perhaps describe as improvements separablo
parts or stages, almost in themselves emounting to separate

' 2 H.Bl, 487. ‘

2 Huddart v. Grimshaw, 1803, Dav. P.C., 267,
3 Hill o. Thompson, 1 Web. P.C., 287.

¢ Carpenter v. Bmith, 1841, 1 Web. P.C., (38,
® Foxwell . Bostock, 1864, 12 W.RB., 725.

6 Supra, L A

"l..,"
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manufactures, and applicable to more than one variety of the
substratum process orarticle ; reserving the title of an improved
meanvofacture for cases where the improvement is in such inti.
mate connection with the particular basis to whieh it is applied
that it is not usable in other similar processes or machines;
or where there is more than one minor improvement, not perhaps
capable of being separately dignified as patentable inventions,
but valuable in their collective entirety and in combination with
the older elements to which they are applied. .
Inventions as Combinations of Parts.—Whether the

““manufacture” be wholly new, or whether, as in the great

majority of cases, its novelty only liesin an improvement npon thc
pre-existing manufacture, it can cqually be represented as a
combination of parts. The value of this method exists princi-
pally in the fact that it iakes mote more particularly of the
relationship which the parts bear to one another, and which
gives to each manufacture its individval nature. That it is
equally applicable, and has been applied to all manufactures,
whether machines, processes, or products, is evident from
decided cases.

Every 1anufacture, whether new or ‘improved, is a com-
pound of many details or parts, the total of which constitutes
the manufacture. A machine ie an aggregate of various
mechanical parts; a process i1s a series of several distinct
operations or manipulations; a product i8 & compound of
materials, Each of these i3 kest described according to the
parts it possesses, ana in distinguishing one from another notice
is taken of the variation of certain of the par{s. Nevertheless
s manufacture is more than a saere uwnordered collection of
parts, its nature depends not only on the parts themselves but

~on their mutual relationship. This relationship of the variouns

parts is in fact more important than the actual nature of the
parts themselves as a means of distinguishing one mannfacture
from another, for i1t may be unimportant whether one menns
takes the place of another, so long as it acts in the same way
und produces tho snme result. It is the relative more than the

. individual qualitics of the elements employed that give character

to the conubination as & whole.

Manufactures have often béen considered as combinations of
parts, for the rcason of facility of comparison, and the value of
this method of representation lies in the fact that it shows the
common stracture or type of all manufactores and facilitates
the development and application of distingunishing tests of

.- patentability. The parts are termed elvments,
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Veariations of Combination.——~As every manufacture is
representable as & combination of parts, so every alteration that
can be made in & manufacture may be presented as a variation
of the combination. An alierstion in o combination may cccor
in one of four ways: firstly, there may be the simple addition
of a further clement or elements to those already combined ;
secordly, there may be a simple subtraction of ono or more
elements ; thirdly, there may be both addition of new elements
and withdrawsl of old, effecting & substitution of elements; and
fourthly, there may be simply a rearrangement of the clements
already combined without adding to or diminishing the number.
This lest class is in truth ounly a variety of the third class, for
rearrangement implies a series of local substitutions.

Invention by Addition.—Broadly speaking, addition alone
i3 not sufficient to support a patent;? nevertheless there may be
good subject matter for a patent covering an addition,? if there
1§ anything material and new which is an improvement of the
trade, or if the added matter is itself a novelty*; where the
added matter is in itself not new, the addition must come under
the rule laid down by Lord C. J. Denman in R. v, Cutler,5 that
where the inventor has no claim either to the mode of pro-
ducing the article or to the mode of applying it for attaining
the result desired by him, the addition is a mere application
which is not patsatable.

Invention by Subtraction.—Similarly with subtraction:
o bare subtraction will not afford ground for & patent, neverthe.-
less there may be invention solely resulting from, or evidenced
by subtraction of a formerly used element from a manufacture.
Thus, the omission of an interior mandrel, or former, previounsly
supposed to be essential for the rolling of metal tubes, was held
sufficient to constitute a patentable invention, the tubes made
~without the mandrel being cheaper and better than by the

older process.® An invention relying solely on subtraction of
an element nscd is very infrequent.

Invention by SBubstitution.—That is to say, by removal
of an element or elements, and replacement by another or others
is perhaps the most common form in which an invention
manifests itself.

! Bircot's Case, 3 Inst., 184; Damlett c. Picksley, 1 Griff, 40.
2 Morris v. Branson, 1776, 1 Web. 2.C., 51.

3R, v. Avkwnight, 1785, 1 Web, P.C., 71.

¢ Boulton . Bull, 1796, 2 H.,Bl., 489,

® Macyory P.C., 124,

¢ Russell v, Cowley, 1835, 1 Wed. P.C., 403.
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Nearly all inventions which consist in the alteration. of an
original machine, process, or article, for 1m»m®ving its working
or purpose, are of this nature. Where the element added in
snbstitution is itself new there can be no deubt that there is
snbject matter for a patent ;! and where one element of the old
combination is modified there may bo subject matter? Even
where a8 known element is substituted for one in the original
invention,® or where there is only rearrangement of the
elements already existing in the invention,® invention may
exist; baf in every case it appears necessary that there muast be
either a new effect,’ or a new result,® or a better effect than
before.” The mere employment of mechanical equivalents does
not constitute patentable invention, being in fact no invention
at all, but only result of skill in handicraft,® and there is thus
always a tendency to apply the test of ingenuily to the alleged
invention ; ¥ but ‘ where a slight alteration turns that which
was practically useless before into that whick is very usefal
and rmportant, judges have considered that though the invention

‘was small, yet the resnlt wasg so great as fairly to be the subject -

of ‘s patent.””1® In pinety-nine cases out of & hundred a useful

. novelty wili have required inventive faculty, but there may,

nevertheless, be instances of valuable novelties which have not
required invention.l!

Divisibility of Subject Matter.—As a combination is
distingunished by the relative features of its parts, a combination

-can possess no ultlity, and, therefore, not be patentable unless it

is complete in itself and operates to a complete result,'* The
mere collection of mechanicat parts in a heap is no patentable
combination, the collection must be such that it affords a
definite result. Nor should redandant parts nnnecessary to that

result be included in the combination, It is unnecessary that
‘the combination alone should produce the finished product or

entire action of the invention, since it may set in action, or act

1 Foxwell . Bostock, 1864,12 W.R., 725.
2 Edison and Swan Company v. Woodhouse and Rawson, IV 2.P,C., 79,
3 Hinks v. Safely Lighting Company, 1876, 4 CA, D., 615.
* Foxwell v, Bostock, Supra.
5 Huddart v, Grimshaw, 1803, Dav. P.C., 267.
® Brunton o. Hawkes, 1821, 4 B. and 4ld., 550.
’ Morton v. Middleton, 1868, and Cr. §., 8rd Sect., 721.
8 Por V. C. Bacon, in Murray v. Clayton, 1872, doubted on appeal, but
in the form stated in the text practicall ?held in later decisions.
9 Williams 0. Nye, 1890, 0.4., B.P.C. VII, 87.
10 Hinks v. 8afet L%th Company, 1876, 4 C4.-D., 615.
11 Ha 0. \iton, C.4., 1881, Griff., 121.
. 12 Parkinson v, Bimon, X1 R, #.0., 498.

L
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¢onjointly with another, or perhaps several other combinations,
tc effect the ultimate result, but it must, nevertheless, produce
a definite subsidiary action or result. Thus, in a steam engine
the piston with ifs packing ving and cylinder may produce an
operative combination being for the parpose of the_ air-tight
movement of the piston in the cylinder. A valve for admission
of steam may form of its parts another combination, the reversal
gear o third, and so forth; but the elements ennmerated in each
must be sufficient to produce the desired effect of that combi-
nation.

It is in this manner that an invention may be split up into
its component parts so that each component, presenting patent.-
able subject matter and novelty, may be secured to the inventor,
whether used with the other components or not,

— g o ey R el v wwp - =
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Cuarctrnr VI

SUBIECT MATTER : PPATENTABLIY INVENTION,
APPLICATION AND PRINCITLE,

Invontion Nocdod.—In the oldeor judicial deecisions it wns
thonght that if & now or 1mproved resnlt flowed from an
altoration tho latter must be pso faclo patentable, the henefit
vesulting wng considered ovidenco that, tho manufncture muat
havo been materinlly altored. .

Tho question did not ariso wheiles thoro had been invention
shown in tho altovation; this appenrs cither to have been
negleeted as a test, or to havo been considered proved by tho
faoct that thoe benoficial change had not been made by others
before. Lord Justico Brett pointed out in Hayward .
Hamiltonl, that tho fact that invention was neccessary conld
not bo predicated as an absoluto rulo of law; and in tho later
cagess of Blakey v, Latham,? and Williams v, Nye,® both in the
Court of Appeal, it was stated that to sustain a patent there
must always havoe been a distinet exercise of inventive faculty.

This throw. the consideration of an invention more upon
its own naturce than on its effcets, and gives preater importanco
to the actual change made by the inventor than to the commenr-
cinl result of that change.

In considering the patentability of any variation of a com-
bination we may approach the matter in two ways: wo may
either consider the nature of the alteration which the change
has made in the combination and judgo whether it is a material
change nceding inventive faculty for ita production; or wo
moy have regard to the origin or previcus use of each new
clement in the position given if, and from that standpoint judge
whether any invention was needed to recognise the suitability
of that element for its position, or, having recognised its suita-
bility, to adapt it to the purpose to which it 1s devoted.

1 @riff, 121,
VI R.P.C, 188,
SYIR.P.C,; 528,
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An pointed onl in tho provions parvagraph, tho fael thid o
valunblo resull g obleinod \Ly tho modifiontion, and that othora
had not, up till that, timo boen ablo to effeet thal reaudly iy b
very strong ovidenco that tho changoe introduced needed the
fnculty of invention, Imt thin doos not romovo tho necensity of
conpidoring whothor tho chango madoe wan nots alrenay o ithin thoe
compotonco of mombors of tho public nequaintod with sueh
mabters.  Tha means of offocling tho object desired must ho
such that thoy aro not 5o obvious ng to ocenr to ony ono cons
tomplating tho use of tho parbticular matorinls wsoed for thoe
:ml'pnnn.l Bui, overy caso must stand on ifs own merity in
udging this quostion of necessity of inventivo inlont for pro-
dunetion of the result,? and hovein, the matter boing ono of
porsonal opinion principally, lies ono of tho grentest difliculticn
of Patont Lnw,

Tho question of orvigin of tho introduced elomont will bo
nenin referred to, after discussion of the patentability of an
application of known menns to particnlnr purposos.

Application to a Particulay Purposo.--There ean never
be any patentable imvontion in the mere application of any
articlo to o particular purposo, unlegs tho application in itsolf
constitutes a method or process of manufacture, or o stago or
step in such a process, or unless thoe articlo enters into a combi.
nation with other articles to constituto a machine or a vendible
product. Iivon then tho application cannot bo patentublo unless
it needed exerciso of ingenuity.

Lord Chancellor Cottenham, in 1841, gavo it as his opinion
in Kay v. Marshall)® that, if o patenteo has discovercd any
meang of wsing & machino which the world had not known
before the benefit of, ho was entitled to a patent; but it will be
scon that in the discovery of puarficular means of using the
invention can hardly differ from a method or process into which
the machine in question will enter only as an appliance.

In a later case (1847) Lord C. J. Denman pointed out that
the mere application of a thing which existed before did not
appear to be a subject for a patent, nor indeed the application
o produce any particular vesult, *the party having no claim
either to the mode of prodacing the saticle or to the mode of
applying it for attaining that result,”’ 4

The dictum that a mere application is not & now manufacture

! Thomson ». Am. Braided Wire Company, H.L., 1889, VI R,P.C,, 528,
2 Olark v, Adie, H.L., 1877, 2 dpp. Cas., 335.

32 Weh, P.C., 82.

4 Reg. v, Cutler, 2facrory P.C., 124,
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and therefore not the subject of o patent, was also affirmed in
Bush . Fox,! carried up to the House of Lords. .

The application of any existing matter to any particular
purpose is no patentable invention, because if the public is
possessed of any particular apparatus or thing the public may
use it for any purpose to which it is suitable.? |

Discovery of Unsuspected Quality.—Even if the inventor
shall have discovered a latent or unsuspected quality in a
machine or part of a machire, that does not give a right to a
patent, for it is obvious that the machine or part can only act
according to the particalar qualities 1t already possesses, and
the discovery of them is not a ‘* new manufacture.” This was
clearly stated in Ralston ». Smith,® where, before the. date of
the patent, a smooth roller and bowl revolving at different
velocities had been used to calender fabrics, also an embossed
roller and bowl revolving with equal velocities had been nsed
for embossing fabrics. The plaintiff’s invention consisted in
making a particular engraving of the pattern, enabling the
same operation to cause both the calendering and the embessing.

Lord Cranworth said: ¢ How is this possible to be called
new manufacture ? I, as a manufactarer, have my roller which
I am in the habit of rolling upon a bowl, the fabric passing
between the two at cqual velocities, then I can impress my
pattern on it. I have my roller without any pattern engraved
upon it. I can impress that at an unequnal velocity and it will
calender. But I do not do them both at the same time, because
1 suppose that in doing so I shall tear my fabric, and I rightly
so suppose, until the plaintiff makes the discovery that there
18 one particular sort of pattern which may be produced without
tearing the fabric. Now that is a very useful discovery, but it
would be strange to say that that is a new manufacture, and
- that therefore 1 am to be deprived of the most ussful way of
using my roller. There is nothing new in the invention except
that I now know what I did not know before, that by a par-
ticular use of it I shall obtain a result which 1 did not know
before that I conld obtain.”

The bare fact therefore of recognising that something
new can be done with a known “manufactnre ”’ is not patent-
able. | |

Application to Cognate Purpose.—Even if the application
shows & new manufacture it will not necessarily be patentable,

11856, 5 H.L. Cas., 707. |
2 Per Wightman, J., in Reg. v. Cutler, supra.
811 A.L., 223, A.D.,.1865. .. -
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since, if the original use of the matter applied be similar to the
use to which the inventor puts if, so that the one mnaturally
suggests the other, the invention is not patentable.

In Harwood ». The Great Northern Railway Company,! Lord
Chief Justice Cockburn put forward the following rule for
judging whether any application of an old thing to a new
purpose is to be considered patentable: ¢ Although the authori-
ties establish the proposition that the same means, apparatus,
or mechanical contrivance cannot be applied to the same
purpose, or to purposes so nearly coguate and similar, that
the application of it in the one caso naturally leads to the
application of it when required in some other, still the question
in every case is one of degree, whether the said amount of
affinity or similarity which exists between the two purposes is
such that they are snbstantially the same, and that determines
whether the invention is sufficiently meritorious to be deserving
of a patent.”

This case was carried up to the House of Liords, where
opinions were unanimous to the same effect.

The above was quoted and agreed to in Penn v. Bibby? by
the Lord Chancellor, who added: ‘“In every case of this des-
cription one main consideration seems to be whether the new
application lies so much out of the track of the former use as
not natarally to suggest 1tsclf to a person turning his mind to
the subject, but to require some application of thought and
stady.”

'lj‘rhe following examples of decided cases. will assist in
judging what applications are patentable; nevertheless, as
might be supposed, the earlier decisions are more lenient than
the later.

Application of known Materials.—The following were
held patentable inventions :— -

Application of indiarubber in state of solution between two
fabrics to manufacture waterproof material, though other
substances and indiarubber in other states had been similarly
employed before.’

Application of indiarubber as a substitute for leather in the
manufacture of ¢ cards ” for the carding of wool, d&e.%

Application of sheets of a certain alloy of metals for the
sheathing of ships’ bottoms, with a view to provide a coating

! Reforred to in Penn ». Bibby, L.8,, 2 Ck., 127; 35 L.J., Q.B., 33-38,

37,8, 8 Ck., 127.
3 Meacintosh v. Everington, 6 Rep. 4+ts., N.S., 817,

~ 4 Walton v. Potter, 1841, 1 Web. I.C., 697,
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which would oxidise sufficiently to prevent adherence of im-
purities, yet not wear away too quickly; though the alloy in
itself for other purposes was not new.!

Use of wood as actual bearing surface of the propeller shafts
of vessels, water being allowed {o flow freely between the shaft
and metal outer bearing.? |

Mohair and silk combined in a specified way to imitate seal-
skin, though same materials had already been combined in
manufacture of glacé goods.®

The following were held not patentable :—

Substitution of iron for wood in construction of floating
docks.*

Use of watch-spring steel in piace of whalebone, &ec., for
crinolines.5

Use of animal fibre such as Russian wool in the manufacture
of artificial hair.9

Application of cardboard to the construction of window
blinds.? '

[BTBB of solid napthaline in place of other forins for enriching
aas. -
° Application of known Machinery adjudged patent-
able:—

The employment of two drums moving at unequal speeds
for testing wire, such drums having been used before for
straining and unkinking wire.?

The use of a flat rotating disk in place of a long band as
‘“music sheet’ in mechanical musical instruments, though a
similar digk had been used to replace a similarly operating band
in figure looms,10 |

The following were not considered patentable :—

The application of tubes of a particular constraction to
Loilers in place of such tubes as were formerly used, the con-
struction of the {(ubes being not new.11

Application of a caisson already used with compressed air

1 Muntz v. Foster, 1844, 2 Web. P.C., 103.
* Penn ». Bibby, 1866, L.R., 2 Ck., 127.
3 Lister ». Norton, 1886, I1I R P.C., 199.
* Mackelcan v. Rennie, 1862, 13 Com. B., N.S,, 52,
5 Thompson v. James, 1863, 32 Beavr., §70.
6 Rushton v. Crawley, 1870, L.R., 10 Eq., 522,
7 8harp v, Brauer, 1886, II1 B.P.C., 193.
8 Albo Carbon Light Company v. Xidd, 1887, IV R.D.C,, 535.
® Johnson v. Rylands, 1873, G»iff"., 138. ‘
10 Ehrlich v. Thlee, C.4., 1888, V R.P.C,, 437.
11 R. 0, Cutler, 1847, Macrory 2.C,, 124,



SUBIECT MATTER : APPLICATIOUN. 113

for excavations on land, to tho excavation of foundations of
structures under water.!

Employment of a mandrel shaped like a bottle for making
straw envelopes for bottles, a mandrel being a common appliance
for forming a basis of shape.?

Application to treatment of wool and hair of burnishers
formerly used for a similar purpose for linen and cotton.’

The use of a guide in a frilling machine for the purpose of
keeping down the work, similar guides being employed in many
other machines.*

Use of springs under the fore part of a carriage, stmilar to
some formerly used only under the hind part.?

Application to bottles of a special barrel cock similar to
cocks previously applied to tea urns,®

Application of known Methods or Processes.—Held
patentable :—

The application of o combination of chains and cross beams
to compress and retain fodder in its compressed state for the
manufacture of ensilage.”?

The use of anthracite coal with a hot blast in place of
bituminons coal in the same connection in view of the benefit
resulting from the invention.® Though the decision has since
been often called in question, the invention may be said to lie
on the very verge of patentable subject matter.

The combined use of heat to soften umbrella bandles for
bending, and a clamping frame to hold them till cold, though
it was common to soften wood by heat for bending.?

The application to gasometers of certain methods of con-
stroction formerly applied to pontoons and floating docks was
held subject matter, in view of practical difficulties to overcome
which wcre not obvious to persons of ordinary skill acquainted
with gasometers.10

i Bush ». Fox, 1852-6, Macroiry P.C., 166; afirmed in M.L,, 5 II,L.
Cas., 7107.

2 Patent DBottle Envelope Company ». Seymer, 1838, 28 L.J,
C.P., 22,

3 Brook v. Aston, 1859, 28 L.J., Q.B., 175.

4 Hill ». Tombs, 1881, Jokn, 82.

5 Morgan v. Wiadover, H.L., 1890, VII R.P.C., 131,

¢ Hazlehurst v. Rylands, IX B, P.C., 1.

? Reynolds v. Amos, 1886, 11T B.P.C., 219,

8 Crane ». Prico, 1842, 1 Web, P.C., 393.

? Dangerficld v, Jones, 1865, 13 L.7'. Rep., N.S., 142.

10 Qadd v. Mayor, &e., of Manchester, 1892, IX B.2P.C.,, 516.
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Held not patentable :—

The employment for joining the rails of railways of a
method already employed in joining up girders of bridges.}
The casting in a whole piece of a boiler formerly made in
cast sections.?
Holding strips of leather on mefallic rollers by the use of
gpiked bars®
Fastening hooks to a frame by first securing them to a bar
.and the latter to the frame, though better and cheaper than
irect fixing to the frame formerly employed.4
Making sheet metal signs by pressing between a hard die
~and a yielding matrix, such method having been previously
used for embossing wall paper, leather, &e.5
8 .‘I'reating cotton seed by hypochlorite of soda, in view of
prior use of same substance in a similar manner on analogous
materials.f
Mechanical Equivalent.—When in judging the amount of
invention involved in the substitution of ar element in a combi-
nation, by another, attention is directed to the similarity of the
element disecarded with that by which itis replaced, it may often
be found that the action of the new element is so similar to that
.of the discarded element that the replacement does not alter in
any way the general character of the combination. The
_elements are then said to be mechanical or chemieal equivalents
-0f each other as the case may be. There will seldom be any
invention needed in the substitution of one mechanical equiva-
lent for ancther, for as a rule the equivalent will be well known
and within the competence of any person skilled in the
particular trade. For this reason, also in addition to the fact
that there is no substantial change in the manufacture, the
~ substitution of mechanical equivalents cannot be the subject of
a patent.
Nevertheless, there may be several roads to the same place,
and the fact that one set of means is known for arriving at a
given result will not prevent grant of a patent for another seb
of means for attaining an identical result.” Sucha set of means

1 Harwood v. &.N.R. Company, 1860-65, 35 L.J., Q.B., &8.
2 Ormson v. Clarke, 82 .J., C.P,, 8.
8 Oddy v. Smith, 1888, V £.P.(.,, 603,
4+ Longbottom ». Shaw, C.4., 1889, VI E.P.C., 510.
5 Embossed Metal Plate Company, Limited, ». Sawpe and Busch, 1891,
V1II R.P.C., 855.
6 Wilson v. Union Oil Mills Company, 1892,I1X R.P.C., 57,
7 Walton v, Potter, 1 Web. P.C., 690. '
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is in truth a mechanical equivalent, but the latter words are
intended more properly to be confined to the individual members
which in a comuination make np the whole manufacture.

Abstract Principle.—Abstract discoveries, such as- the
recognition of the existence of principles heretofore unknown in
themselves, cannot be protected by patent because, except in
thie concrete form of their application, they do not exhibit the
¢ssential features of a * manufacture.”

In the case of Boulion ». Bulll (1795), brought to defend
the patent of James Watt for a steam engine, Justice Heath
put forward the following proposition: ‘“The Marquis of
Worcester discovered in the last century the expansive force of
stcam and first applied it to machinery. As the original
inventor he was clearly entitled to a patent. Would the patent
have been good applied to all machinery or to the machines
which he had discovered? The patent decides the question.
It must be for the vendible matter and not for the principle”
(that is to say, a bare theoretical principle).

In Jupe v. Pratt 1n 1837° it was laid down by Baron
Alderson that * You cannot take out a patent for a principle;
you may take out a patent for a principle coupled with the
mode of carrying the principle into eflect, provided you have
not only discovered the principle but invented some mode of
carrying it into effect.”

Again in 1841 in Neilson v. Harford 3 the same judee said:
‘1 take the distinction between a patent for & principle and =
patent which can be supported, is, that you must have an
embodiment of the principle in some practical mode described
in the specification of carrying the principle into actual effect,
and then you take ount your patent, not for the principle but for
tho mode of carrying the principle into effect.”

In our own times, 1839, in the Antomatic Weighing Machine
Company v. Knight, Liord Justice Cotton while affirming that a
patent could not be taken for a principle alone, but only for s
pruciple coupled with the mode of carrying it into effect, added,
** Wheroe there is a principle first applied 1u a machine capable
of carrying it into effect, the Court looks more narrowly at those
who carry out the same principle and say they do it by a
diiferent mode, and looks to see whether in cffect, althongh the
:ude 13 not exactly the same, it is only a colourable difference.”

! Dav. P.C., 162.
21 Web. P.C, 146,
31 Web. P.C., 342,
‘*VYiIRPC,304.

12
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And in Thomson v. Moore,! 1889, in the Court of Appeal
(affirmed afterwards by the House of Lerds), per Pallas, L.C.B. :
‘“ Although a principle, as distinct from the machine by which
it 1s proposed to be applied, cannot be the subject of a patent,
the consideration of the principle sought te be so applied may
be material in determining the essence of that invention.”

Principle.—It is matural, and indced ‘logically essential,
that a principle should underlie every invention, there cannot
be any invention which does not embody some principle; the
principle must first occur to the mind before the practical appli-
cation can be made. The test of the invention 1s its principle.”
Thus, iaking the case of an invention of a machine, it may con.
sist of a collection of whecls, levers, springs, framings, &e., but
there 18 no invention in simply bringing these together, but in
the way in which they are arranged and combined together to
work in a given way according to the intention of the inventor.,
It is the recognition of the principle of action desired tha’
auides the intention of the inventor in contriving the machine.
It may well be that the same principle of action could be
arrived at by other mcans than those actually employed by the
inventor, chains may take the place of cords, weights replace
springs, &c., but the principle remains the same, and, therefore,
the invention also. The putting togcther of a machine or the
working out of a manufacturing process is the concrete embodi-
ment of a principle. There may be invention in the principle
alone, but there is no patentable invention without such concrete
embodiment of the principle, for the Patent Law does not
recognise bare principles, but only matters useful in trade which
may be included under the general term “manufactuves.” Thus
it will be scen at once that prineiples which cannot receive
‘embodiment in a *‘ manufacture ” connot be protected under the
Pateut Law. Combinations and operations of commerce, finance
and credit, methods of advertising, methods of amusement, games
of chance or skill and all such personal proceedings not con-
nected with a manufacture are, therefore, exclunded. But
principles underlying manufactures, although not separately,
and, therefore, per se patentable, can be protected or covered by
the patent, if their concrete embodiment, which the inventor 13
bound to make, is described and claimed in the terms of the
principle on which it 1s based.

In plainer language, this amounts to saying that a group of
mechanical elements, for example, should be described not so

1 V1 R.P.C, 450,
I , 4 Thomson ». Moore, quoted in text.
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much with regard to the shape and constitution of its individual
parts, as to the mannes in which these parts act together to
produce the mechanical action intended, that is the principle of
the combination of thoge elements. In a pirocess or method of
manufactore stress should not be laid so much on the actual
appliances that are used as upon the qualitics to be possessed
by these appliances fo cause tho process to proceed as intended,
that is the principle of a process. In effect, the principle is the
“nature of the invention,” the concrete embodiment i1z the
“manner in which it 18 to be performed.” The complete
specification reqaired from the inventor is expressly intended
to state “ the nature of the invention and ihe manner in which
it is to be performed,” and to describe and ascertain this
particularly ; that is to say, by way of particulars, in detail.
Thus both are required from the 1nventor, but it is best to keep
the nature of the invention and its performance distinet from
onc another.

Principle of Result.—The principle of the invention must
not be confounded with the prineiple of the result obtained by
the invention, or of the purpose to which the finished invention
is to be pnt. ”

Beyond tne fact that all inventions to he patentable must be
suitable for fulfilling some useful purpose, the purpose of the
invention has nothing at all to do with the invention itself, nor,
therefore, any privciple that may lie in the purpose of the
invention. The manufacture, whether machine or process, is
made up of different factors, generally each in itself old, and
the invention consists in bringing together these factors into a
certain order or interdependence, and it is the principle of this
order or interdependence that constitutes tho essence of the
invention.

Iiven where a patentee has produced a new result, and also
invented and specified one way of producing that result, he
cannot claim every way of producing such result, but only such
methods as do not colourably differ from the micthod be has
himself specified.l

' Nobels Explosive Co., Ltd., v. Anderson, XI R.P.C., 527.

f
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CearTER VII.
NOVELTY: PRTOR PUBLICATION.

Novelty Generally.—Presuming that the invention is one
which appears to be proper subject matter for a patent, the
question of its petentability is, nevertheless, still undecided,
gince it must also satisfy the required conditions of novelty.

The Statute of Monopolies requires that an invention shall
be “new within the realm,” and one “which at the time of
making such Letters Patent and grants cthers should not use,”
otherwise it is not patentable.

Broadly spesking, thero are but very few inventions which
can be called entirely new, and as knowledge progresses the
number is likely to become fewer and fewer. The great
majority dcpend on some known basis, being practically im.
prevements on preceding inventions. It thuos becomes the
question, not so much as to whether the “ manufactara’ as a
whole possesses novelty at all, bat how much novelty it shows,
and in cousidering its patentability from this point of view; it
is the novelty or noveltiege only which are to be judged in the
light of subject matier. It may be that the amount of novelty
is 8o slight, or bas so little utility, that there cannot be said to
be subject matter for a patent at all.

. Date of Determination of Novelty.—As to the time
when the presence or absence of novelty is to be determined
this is said to be at “the making of such Letters Patent or
grants.””l  Asg a matter of fact, under present practice patenta
are not actually granted until the necessary steps fo obtain
them have been completed and a certain time is allowed, from
the date of the application for patent, for carrving vut these
steps, the total period not usumally exceeding fifleen months,?
and depending mainly on the manner in which the inventor
chooses to prosecnto his application® By Sect. 14 of the Act

-

! Btatute of Monopolies, see page 79.
3 Act of 1888, Sect. 12 (3).
¥ See Obapter XIIT,
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of 1683, howsver, any pnblication or use of the invention
snbsequent to the date of application is not held to be any har

to the patent to be granted on said application, so that the datc |
at which novelty is determined is now the date of application |

for the patent. If at this exact date the invention was novel |

the patent will be so far valid, if not novel the patent will not
be valid.

Novelty Lost.——An invention has not the character of:
novelty if, provious to the date of application for a patent, it '
was publicly known or used, or published so that 1t was or |

might have been known or vsed by the pablic in this realm.

Novelty 18 therefore lost by ecither prior publication or prior ;!

user in this realm, but not, so far as Great Dritain is concerned, |:

by anything occurring abroad.

In respect of publication it 18 immaterial in what form it is,
written or printed, or even verbal, in a book, or in a previous
patent specification, in a newspaper or in & technical work in
Lnglich or foreign language. The test being, the amount of
discovery given in the respective publication, whether it is
sufficient to enable a person skilled in the art to construct or
perform the invention without additional invention being
required of him.

In respect of prior user; it may be by the inventor or
others, by the publie, cr in public, it munst not have been merely
experimental or nbandoned as experimental; the test being
that the public did or could have operated the invention from,
or by reason of, the user, had by, or among, them.

Inasmuch, also, as the first applicant is preferred and taken '

S
1
]

) i

to be the “true and first inventor,” a previous patent applied
for by another person for the same invention, even if not
publishe:i =% the time of the subsequent application for a patent,
will, if gianted, be a bar to the validity of the subsequent

patent.

Priocr Publication Abroad or use in Foreign Coun-:
tries does not invalidate a British patent, as it was principally

for the introdunotion into Great Britain of manufactores

‘previously known abroad, that the British patent system was
instituted, as shown in many old reported cases, notably in ;

re Hastings’ Patent,! 1567 ; Darcy v. Allin,® 1602 ; and Edge-
berry v. Stevens,® the Iatter being accepted as having definitely
settled the question of the patentability of an *imported

11 Wed. P.C., 6.
1 Web. P.C., 6.
31 WWed. P.C., 385,

i
.'

4
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inventior.”  As respcects publication or use in the British
Colonies it has been held that publication, &ec., in Natal, &
British eolony with an independent legislature and patent laws
of its own, does not invalidate a British patent subsequently
applied for! DBritish Colonies possessing independent govern-
ments in this respect may therefore be considered on a par
with foreign countrics. It may be presumed also that even
colonies or possessions having 1o independent legislatures may
be placed in the same category so far as they arc not covered
by the British patent.

The British patent covers England, Wales, Scotland,
Ireland, and the Isle of Man, so that presumably any prior
publication or use outside these countries has no effect on the
patent. Formerly the Channel lsles were included in the
geanut, bat since the Actof 1883 this portion of British territory
18 omitted.

Anticipation by Publication.—A book printed and
published in England prior to the patent was held to invalidate
the same iz The King ». Arkwright.* Iiven a single copy of
n French work deposited in the library of the British Museam,
and thus attainable by the public, was an antieipation, although
uobody was proved to have read it but later decisions go to
prove that the simple existence of such a previous source of
information is not alone sufficient to invahdate a patent., Thus
in Plimpton v». Malcomson,#® 1876, Jessel, M.R., upheld the
-decision 1n, Stead v. Anderson,’ to tho effect that in the case of
a ““book,” it must be made public to such an extent as to be
known among persons ‘ practising in such matters.”” Thus if
the evidence went to show that the public knew no more about
the book, than seeing the back of the book in a hookseller’s
window, and that none had been sold,.though exposed for sale,
that is not a safficient publication.8 This appears to contradict
the older decision of Lang v. Gisborne,” where it was held that
tho bare fact of publication in & book was 2 dedication to the
public, sufficient to invalidate a subsequent patent, and that it
was not necessary to prove sale of even one copy. The latter
decision appears to have been acted upon in Plimpton ¢, Spiller,

! Rolls o, Isnacs, 1881, 19 Ck. D., 268.

21785, 1 Web. P.C., 72.

3 Re Heurteloup's Patont, 1836, 1 7#eb. P.C., 553.
4 L.R., 3 Ch. D., 558.

52 Web. P.C., 149.

¢ L.B., 8 Ch. D., 562,

731 L.J,, Ch., 770.
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in the Court of Appeall It was proved that a copy of an
American book containing a brief description of the patented
invention, roller skates (but not sufficient for munufacturing
the skates), and also a copy of the United States Gazette contain-
ing drawings and claims of the patent, had been received and
placed on the shelves of the Patent Office Free Library before
the date of the patent; the Gazette was not indexed. The
patent was upheld, the fact of publication 16t béing judged
sufficiently proved ; per James, L. J.: * As a matter of fact, it
is impossible to say that this American book ever was in the
library i1n any sense in which i1t could be construed to b>
accessible to the public, or that portion of the public which
cousists of persons conversant with this narticular subject ;”
per Brett, 1.d.: ¢ The real question to be decided by the Court
18 whether the invention was before the patent in question
known to the public, not known to all the public, but known t»
n sufficient number so that you may properly say it was known
in England. In order to prove or disprove that fundamental
. proposition, you may show by way of evidence that there has
been a prior invention, and that it has become, as a fact,
although 1t has never been written, known to the people in the
tinde. That is what Baron Parke says in Stead v. Anderson,?
that 1t has become generally known in the sense that it has
become known to the peoplein the trade. This is only one form
of evidence which may be given in proof of the fundamental
proposition. Another mode of proving the fundamentsl
proposition 18 to show that a description of the invention has
been published. Bat then to show that, it is not sufficient
merely to show, that it has been published in one sheet or book.
As Baron Parke himself says:— Published means offered or
dedicated o the public.” He then goes on to say that the
guestion with regard to this is, was this invention published ov
offered to the public to such an extent that it was generally
known among engineers or persong interested in the matter?
The mere fact of its being dedicated, the mere fact of its
Leing published is nob sufficient, it must be so far published
that youn may fairly say it is known to a sufficient number of
the public.”3 It will be noticed that this case did neot turn
at all upon the fact of the disclosure of the invention being
full enongh or not in the alleged anticipations. Also in the
United Telephone Company ». Harris and Others,* a copy of

\ L.R., 8 Ch. D., 412,
2 Supra.

3 L.R.,6ChD., 434,
41882, 21 Ch. D., 720.
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& (lerman paper. the ¢ Zeitschrift,” of the German-Austrian
Telegraph Union, was on the file in the free hibrary of the
Patent Office in London, and another copy in the hibrary of
the Tnstitute of Civil Engineers, not catalogued nnder tele-
phones or telegraphs. Evidence was given by a telegraphic
engineer, that before the date of the patent he had secn the
description in the ** Zeitschrift,” alieged 10 be an anticipation /|
relied on, and although ignorant of German, had been able tof|
understand the substance of the invention from the technical
terms and plates, It was held that this was evidence snfficient
to prove that the description in the journal must be considered
to have been within the knowledge of persons skilled in such
matters in this country. As a matter of fact, however, the
matter contained in the description was held not to be the
same as the particular invention in question. '

Alse in Otto v. Steele,! the proof of existence of a bnok in
French in the British Museum was held insufficient as preving
prior publication, the existence of the book there having been
previously unknown. S

In Harris ». Rothwell, 1887, in the Court of Appeal, Lord
Justice Lindley said: ‘ Premd facie, e patentee is not the first
inventor of his patented invention if it be proved that before
the date of his patent an intelligible description of his
invention, either in English, or in any other langnage commeonly
known in this counftry, was known to exist in this country,
either in the Paient Oflice, or in any other library to which the
public are admitted, and -to which persons: in - search of
information on the subject to which the patent relates would
naturally go for information. But if it be proved that the
foreion publication, although in a public library, was not in
fact known to be there, the unkn wn existence of the publica- |,
tion is not fatal to the patent.”® In this case the inventio

Y was held to have been anticipated by previous arrival o
German Patent Specifications in the Patent Office Library.

In Patterson v. The Gas Light and Coke Company ? per
Lord Blackburn: “The consideration for a patent is the com-
munication to the public of a process that is new. In
Hindmarsh on Patents 1t is laid down that ¢if the public once
become possessed of an invention by any means whatever, no
gnbsequent patent for it can be granted either tg.the trae or-
first inventor himself or' any other persom, for the public
cannot be Ceprived of the right to mse the invention, and a

11886, 31 CA.D., 241; III R.P.C, 109,

2835 Ch. D., 431. |
® H.L.,1877; L.R. 8 App. Cas., 244,
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patonteo of tho invention could nol, give any connidorntion to
tho publie for tho grant, tho publio slrendy prmﬂunuin;;‘ OVOry-
thingg ho could prive.” ‘BMhis s, in wy opmion, a  corroct
statomont of th "aww.” Tt 1y not nocessnry that, tho invention
should bo used by tho publio as woll as known to the publice,
If tho invonlion and tho modo in which it ean ho used havo
heon mado Iknown 10 tho public by a doseription in n work
whiich has been publiedy eivonlotad Y ar in o apecification duly
enrolled,? 1t ILV(}i{{H tho patont, though it 39 nol shown that it
ever war actuanlly put in uso.

Amount of Publication.—As to the fulness or othorwiso
of the publieation 1t should bo sufliciont to enable any poerson
skilled in tho trado to wineh tho imvenfion rolates to perform
the invention pawonled,® or ovon thoge only who sre most
slilled 1 the trade.*

A specifiecntion may so inpnfliciontly deseribo the process in
tho machine patented, or may be so encumbered with useless
matler as to rendor tho patent {thovefor invalid. It my,
novertholess, contain sufficient deseription to discloso or publish
the 1mvention so ns to provent its being validly patented on a
subsequent applieation® (and this i8 a most important point,
for inventors to nole), but it is not suflicient to have simply
disclosed the object to be attained unless the mode of attaining
it 18 clearly pointed ous.t

Even a drawing of o machino alone, if any machinist could
understand 1t sufliciently to make o machine from it, 15 a
sufliciont publication.”

Form of Publication.—T'rom tho forepoing cases it will
be seen that the actual nature of the book, print, or writing in
which the publication is found is immaterial. There may bo
sufficient publication contained only in a provious provisional
specification.® |

Anu official report to the Board of Trade, being a document
drawn up for the public benefit, may be an anticipation.?

1 Stead v. Williams, 7 AL, and @., 842,

? Bush ». ¥ox, b II.L, Cas., 707 ; Betts v. Menzies, 10 II.L. Cas,, 117,

3 Iills ». Xvans, Ck., 1862, 81 L.J., 468.

4 Thilpot ». Hanbury, II 2.P.C., 43.

® King, Brown and Company v. Anglo-American Brush Company, 1889,
V1 R.P.C., 414; also Kayo v, Chubb, H.L., 1888, V R.P.C,, G41; Pooley
v, Pointon, 1885, 11 B.P.C,, 171.

6 Neilson o, Betts, ITL,, 1871; 5 H.L., 2.

¢ Herburger Schwander and Cio. v, 8quire, 1889, VI R.P.C., 194,

A -Lawrenco ». Perry, 1885, I1 R.P.C.,, 187.

? Pattorson v. Gas Light and Coke Company, L.R., 3 App. Cas., 239,

-
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Published Matter.—It is nobt necessary, in order to
anticipatec a patent, that the old things should be exact and
" identical with the patent. Wouild the effect of the patent, if
held valid, be to stop the public from using thkem? 1f it wounld,
and they had been used before, then the patent is bad, becaunse
a, patentee has no right to stop the public who used such things
before.!

Therefore, any matter, the use of which subsequent to a
patent wonld be held to be an infringement of the patent, will,
1f published or used before the date of the patent, be an
anticipation sufficient tec invalidate the latter, and the test of a
previous publication 18 whether it i1s infringement of the terms
of the patent,

Novelty is lost if tbe public be alveady possessed of the
invention, publication 13 an antficipation ouly as evidence of
public possecssion.

Viva Voce Publication.—1It is, of course, possible also to
disclose an invention so that it loses its characier of patentable
novelty, by verbal communication to others. An invention
may be communicated in confidence to another, or possibly to
several persons, so long as secrecy is imposed as a condition ;
and, apart from the danger of disclosing the invention before
the patent is applied for, as pointed out in Part I, this informa-
tion will not affect the legal force of the patent afterwards
asked for. But a disclosnre to any other person without
requiring secrecy is fatal to the validity of the patent, much
more also any such disclosure as a lecture, whether delivered
actually in public before any who care to attend or only beforc
a select circle of interested persous.

! Young ¢. Rosenthal, 184, I R.1.C., 2).




Ciarter VIII.

NOVELTY: PRIOR USER.

Anticipation by Prior User.—Wkhere there has besn a
ceneral use of any supposed invention by the public, or any
congsiderable scction of the public, the 1nvention and the way
of performing it cannot be considered otherwise than part of
the stock of common knowledge ; and inasmuch as there is no
addition to this general fund of knewledge by the disclosure or
publication of the details, by one or another, even though that
person may bond jfide have discovered it for himself, there can
be no patent for such invention. It is, therefore, always open
to any interested party to dispute a patent on the ground that
the invention had been previously used, that is: used in such
a way that the alleged invention might fairly be said to be
already known to the public. Such prior user upsets the
patent, because it is evidence of want of novelty in the
invention as regards the public generally. It operates in
exactly the same way as a prior printed or other record docs ;1
publication—z.e., public knowledge—of the latter must be
proved, otherwisa it is no anticipation; equally so public
knowledge of the invention through the user must be estab-
hished if prior user is relied on. The {est of »rior user is
thervefore whether it was or was not sufficient to disclose the
invention publicly, so that others could reproduce it.?

Anticipation by Public User.—Of conrse, where there
has been a general use of the parvticular alleged invention
by the public before the date of the patent the public must 1pso
facto have knowledge of the invention. The inventor might
.o have been aware of such previous or existing use by the
public or some of the public, but inasmuch as he gives nothing
to the public which they had not before, there is no considera-
tion for the grant and the patent is void.

Public use, however, does not necessarily mean use by the

! Croysdale v. Fisher, 1884, I R.P.C., 17; 1 Griff., 78.
* Hancock v, Somervell, 1851, Newton's L.J., 89, page 168.
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nublic, it signifies use in public; ! nevertheless, it must be such
n vse that the public were virtually putin possession of the inven-
iion by that use. If the public have used with knowleage of
thn invention the patent is void, but if the wse by the public, as,
for instance, of a lock on a gate, is not such as to disclose, and
has not in fact disclosed, the invention, it would appear that
‘the subsequent patent may be upheld.®* A wuse withont any
concealment is a public use.® It i1s immaterial how many
persons huve publicly used the alleged 1nvention; the use of a
piece of wood pavement laid in a special way in the courtyard
of a house, though one to which the public had not right of
access, was held a sufficient use to imvalidate a patent.* An
invention for an improved mode of driving fricycles was held
anticipated by the previous employment of mechanism on the
same principle on a tricycle used by one person, and well
kunown in his neighbourhood.® A single proved instance of
prior user is snfficient to destroy the patent.t

But it is nob essential that the previous use shall be still
continued at the date of the patent in question, provided the
art has not been altogether lost,? and the anticipation itself was
complete.B

Prior Publication or Use by Inventor.—Although the
Statute of Monopolies speaks only of such inventions which
others do not use, prior use by the inventor is equally fatal to
the patent, for, ro long as the invention becomes publicly
known, the sonrce of the knowledge is clearly immaterial.

This prior public use by the inventor, if sufficient to disclose
" the invention to the publie, will cause the invention to lose its
character of novelty.

As a rule such use as the inventor may be inclined to make
will be either a use for profit or a use for experiment. Reserv-
ing the effect of experimental user for treatment later, we may
here state that nse for profit has been clearly condemned,? on
the ground that to allow such uge for profit before the com-
mencement of the 14 years’ patent rights, would be in effect
to permit a lengthening of the term of the monopoly.10

! Croysdale ». Fisher, supra; Carpenter v. Smith, 1 ¥7eb. P.C., 540,
® Hancock v. Somervell, supra.

8 Heath v, Smith, 1854, 2 Web. P.C., 268.

¢ Btend . Anderson, 1846, 2 Web. P.C., 149.

$ Brereton ». Richardson, 1884, 1 R.P.C,, 174,

¢ Westley Richards and Co. v. Perkes, 1893, X R.P.C., 181,

7 Househill Company v. Neilson, L., 1843, 1 Wed. P.C., 710.

8 Morgan ». Windover, C.4., 1888, V R.P.C., 296,

Y Wood ». Zimmer, 18156, 1 Web. P.C., 44.

10 Betts v. Monzivs, 1859, 28 L.J., @ B., 365.
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The use by the inventor of a new staging for the construction
of a pier, not being experimental but for profitable employment
in carrying out a . contract, was held to invalidate the patent
afterwards asked for.} B ~

Even if the use of the invention be only known to persons
sworn to secrecy 1t nevertheless vitiates the patent if it was in
any sense an actual commercial or useful employment of the
invention as distingnished {rom an experimental use.2

In case of sale also, the sale of one single article would be
sufficient to invalidate the patent,® or even offer for sale when
no sale is effected,* it also appears that if the sale were simply
for export,® and the manufacturer was sworn to secreecy 0 the
result would be the same,

“The use of an invention by the servants or agents of an
inventor by his suthority wonld naturally be the same as if
made by himself.

Experimental User.—It has often been staied in the
. Courts that where the prior user is only experimental it will not
defeat a patent subsequently taken out. So far as this refers
to user by others than the inventor, it is not strictly true with-
out some reservation. Thus in Jones v. Pearce,? the presiding
judge in speaking of an alleged anticipation of & wheel by a°
My, Strutt, said to the jury: “If you are of opinion that Mr.
Strutt’s was an experiment and that he found that it did not
angwer, and ceased to use it altogether, and abandoned it ag
useless, and nobody else followed 1t up, and that the plaintifi’s
invention which came afterwards was his own invention, and
remedied the defects,1f 1 may so say, although he knew nothing
of Mr. Strutt’s wheel, there 1s no reason for saying the plaintiff’s
patent is not good.” And in Galloway v. Bleaden 8 it was said
that “ & mere experiment, or a mere course of experiments, for
the purpose of producing a resalt which was not brought to
completion, but begins and ends in uncertain experiments,” is
not an anticipation. HE:xperiment itself is, therefore, not a sure
test; 1t is simply a practice of saying that there has not been o
substantial nse of the invention,’ in other words, it is equivalent
to an insufficient user.

1 Adamson’s Patent, 1856, 26 L.J., Ch., 4586.

3 Sexby v, Gloucester Wagon Company, H.L., 1883, 2 G+iff, 51.
® Losh v. Hague, 1838, 1 Web. P.C., 205.

4 Oxley ». Holden, 1860, 8 C.B., ¥.8., 666.

¢ Carpenter v, Smith, 1841, 1 Web, P.C., 536.

5 Morgan v. Scaward, 1837, 1 Web, P.C., 187.

11832, 1 Web, P.C., 122,

81839, 1 Web. P.C., 525.

¥ 18060, Hills ». London Gaslight Company, 29 L.J,, Ez., 409.
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The ecxperiment might have actually reached the stage of
completion, but so long as it is only an experiment it is no
anticipation! It would be analogous to a complete printed
staterment in, say, a book, of which the publication could not be
proved.

(ireater latilude appears to have been given to experiments
made by the patentee hefore taking the patent; these, so long
as they are timly and solely experimental, have been held to be
permissible, even when accompanied by necessary and unavoid-
able disclosure of the invention to others®? But inasmuch as
provisional protection now gives the inventor a wider power of
protecting himrself daring experiments relinnce had better not
be placed on such decisions. In any case a demonstration of the
invention before patenting cannot be called an expertmental use,
1t 18 usually intended, or desired to be, for profit. Whether-an
alleged experiment is or is not an anticipation depends on the
merits of each case.

Secret Use.-—It may be considered questionable whether a
secret use of an invention by others i1s sufficient to prevent =«
patent being afterwards legally held by a bond fide inventor.
On the one side there 1s the Statute of Monopolies, which dis-
tinctly states that only such new inventions shall be patentable
‘*“ which others at the time of making such Letters Patent shall
not use,” and the general dictum of Sir Edward Coke, that no
patent conld be granted the effect of which would be to prevent
any other person from doing that which they were doing, or
capable of doing, before the date of the patent. On the other
side there is the fact that the inventor introduces to the general
public what, to them at lesst, 1s new and otherwise undiscover-
able without invention: so no failure of consideration can he
~urged against the grant.

So far as abandoned secret user is concerned, i1t should be
noticed that the statute only speaks of use “at the time of
making the Letters Patent.” Abandoned secret use will seldom
be other than experimental, and  there are cases which clearly
show that the rediscoverer’s claim to be considered the *true
and first inventor” is not vitiated by such abandoned and
publicly nuknown use or knowledge.?

But of secret user proved to be in practice at the date of the
patent there appears to be no case more recent than 18024

! Bovill v. Goodier, 1868, 2 Griff., 48.
~ Newall v. Elliot, 1858, 4 C.B., N.¥., 269.
3 Dollond’s Case, referred to in Chapter 10,
€ Tennant’s Patent, 1 Web, P.C., 125,
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where a patent was held void on account of two grounds, one
being that a certain dyer had used the same method in his
husiness for five years, though in secret, only his partners and
two workmen sworn to secreey knowing it.  Later, in 1857, the
(question was put to the jury in Smith ». Davidson whether ths
defendant, who had also invented the same machine indepen-
dently of the plaintiff, had used his machine in his trade before
tho date of the plawutiif’s patent; on the answer being in the
ucgative the patent was upheld.?

T'his case shows the importance to inventors of making ap
their minds quickly whether they will take a patent or not,
since delay may allow a more energetic rival to slip in and oust
the original inventor from the use of his own invention.

Recently, in the absence of corroborative evidence whiel,
should have been forthcoming without much difficulty, a patent
was held not to be anticipated by the alleged previous use of
the invention in secret by the defendants.?

! Smith 2. Davidson, 1857, 19 C.B., G97.
* Dick ». Tullis & Son, 1897, X1II R.2.C. 149.
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Cuarrenr [X.
UTILITY.

Iniportanco of Utility. — Tho question of utility, though
important, ts not so important as that of novelly. In judging
utility of an invention it must bo remembered that it 18 that
portion which is new and proper subjeet matter for a patent
“which requires to be useful,

Mischiovous to the State.—As oxpressed in the Statute
of Monopolies thie invention must not bo ‘“contrary to law
or mischicvous to the State by raising the prices of commoditics
at homo or hmrt of trade,” nor *“ generally inconvenient.,”!  Asg
to contrary to law and mischiovous to tho State, the Comptroller
of Patents is cmpowered! to refuse the grant of a patent for
an invention the use of which wonld be contrary to law or
morality, under which power an application for o patent for
apparatus connected with lotteries was refused.

It is diflicult to conceive an invention which would raise
the price of any commodity, except perhaps raw materials
required in performing the invention, of which there may be
only a limited supply. |

If such materials had been or were at the time used in
other industries, the latter might suffer from: the raising of
price. Au invention, however, to so raise the price of a raw
material, must necessarily bo of considerable importance; the
raising of the price would depend on the demand, and the
latter on the extent to which the invention was employed.
Such an invention would, from the fact of its extensive use,
be probably exceedingly useful, and its use would far outweigh
the minor disadvantages of the raising of price in the raw
material. So far ag the writer knows, such & point has never
been raised against any patent, nor could it be reasonably
admitted as a proof of want of utility. By the present form of
Letters Patent the Privy Council are at_liberty to revoke tho
~ patent in event of its being shown to De inconvenient, or in

! Act of 1883, Scct, 86.
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hurt of trade, but as a matter of fact this process of revoking
a patent is never exercised, the only method being by recourse
to the Court of Charncery.

Amount of Utility.— It has always been admicted by
patent lawyers that an invention must be useful, otherwise it
is not patentable, and this i3 gemerally explained by inferring
that & patent for a useless invention would stand in the way
of the just enjoyment of patents for possible future improve-
ments of utility., Such a patent would be to the “hurt of
trade,” and in this sense utility is necessary, as laid down in
sorgan v, Seaward.! It 18 clear, also, that if the invention
be usecless, there is no valuable consideration received by the
State for the grant of the patent, so that the latter is therefore
void in law;* but the amount of utility necessary to support
a patent is very small, and provided that there <5 utility its
amount is not essential to the consideration of the question of
validity.s

Continuance of Utility. — It appears that a patented
invention must be useful, not only at the time of the grant of
the patent, but throughout the term of the latter;* neverthe-
iess, an objection to n patent founded on the allegation that it
was not commercially useful, owing to its being immediately
superscded by simpler constructions, was not admitted in proof
of absence of patentable ntility.®

Nature of Utility.—To what quality then does the term
utility refer? In Young v. Rosenthal, a comparatively recent
case, it was laid down that in law utility indicates that the
invention is better than preceding knowledge of the trade, it
does not mean abstract utility. Thus in reference to any
particular article, to say that an invention relating thereto
has ntility, does not mean that the said article is useful, bat
that the improvements made whereby the article differs from
similar articles, used or known before, render the article more
useful than 1t was before. Howevels in the case of a machine
it was stated that it i3 not necessary that it should be so usefu!
as to cut out every other such machine, but it is quite sufficient
if on any ocecasion it is useful.

Evidence of Utility.—It is considered a good proof of

11 Wed, P.C., 197,
 Turner v. Winter, 1 Web. P.C., 77.
S Philpot ». Hanbury, 1884, 1I 2.P.C.,, 37.
4 Simpson v. Halliday, 1864, 20 New Loud. Jour., N.S., 120.
% United Telephone Company v. Bassano, 1886, III B.P.C., 295.
°I R.P.C., 29, Griff., 248, 18834,
K 2
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utility if the invention meets with a large salel or if the
defendant in a suit of infringement 18 proved to have adopted
the invention,? but it is not absolutely mnecessary to prove
commercial sucecess.?

A patent may be held void when the effect intended to be, or
said to be, produced is not properly produced by the invention ;?
or where, from the vagueness of definitions given, the 1nven-
tion may be carried out in various ways, some of which hkave
no utility in respect of producing the effect intended.5

Inutility of Part.—In respect of part of an invention being
found to be wanting in wutility 16 will depend whether such is
or is not held ont to be a material part, or not distinguished as
being immaterial.® Unless it 18 so distinguished or seen to be
immaterial the patent is void for want of utility, It is bad on
the ground of deception.? Utility is a question of fact rather
than of law."

I Totley v. Easton, 1552, Macr, P.C., 63.

? Cole v. Saqui, V R.P.C., 495.

3 Lucas ». Miller, IT R.P.C, 155.

1 Badische Anilin, &e. 2. Levinstein, I, L., 1887, 12 4pp. Cas., 710.

® Easterbrook v. Great Western Railway Company, 1885, 111 &.P.C., 94,
¢ Bailey v. Robertson, Z.L., 1878, 3 4pp. Cas., 1078,

7 Lewis v. Marling, 18290, 1 Il"eb. P.C., 490.

S Hill v, Thompson, 1817, 1 IFeb. L.C,, 237,

—-w-‘w .
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CHAPTER X.
THE INVENTOR OR APPLICANT FOR PATENT.

Who may apply for a Patent.—Under the Patents, Designs,
and Trade Marks Act of 1883, Scct. 4, * Any person, whether
a Dritish subject or not, may make an application for a patent.
Two or more persons may make a joint application for a patent,
and a patent may be granted to them jointly.”

Although under Sect. 4, above mentioned, “ any person * or
persens may apply for a patent, under Sect. & the application
must contain a declaration to the effect, amongst others, that
the applicant, or in the case of a joint application, one or more
of the applicants claims to be true and first inventor of the
invention for which the patent is asked. ‘Therefore the
applicant, or 1f more than one, then at least ono of the
applicants must be the “true and first inventor,” or what the
law considers as such.

The Act of 1883 gives no special definition of the word
‘“inventor,” nor do any of the subsequent amending Acts in
1686, 1886, or 1888; the word “invention’ is defined in
Sect. 46, as ‘‘ any manner of new manufacturc the subject of
Letters Patent and grant of privilege within Scet. 6 of the
Statute of Monopolies,” and so the word “inventor” must be
taken to refer to the same source. Its meaning will depend
on the construction given to the word in that statute by the
Courts of law.

Merit of Inventor.— A reference to the Statute of
Monopolies will show that not only must the “invention” be
a new one, 80 far as this realm is concerned, but that cven in
this case the patent can only bo granted to the “trane and first
inventor ” of the respective invention.

Thus, in the case of Corpish 2. Kecne,! Tindal, C.J.. in
summing up, said: “Sometimes it is a material question to
determine whether the party who got the patent was the real
and original inventor or not, because these patents are granted

11835, 1 Beb, P.C, 507.
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ag n roward, nol only for tho henofit that 1 conferred on tho
public by the discovery, hut, also to tho ingonuity of tho first
invontor; and although it 18 proved that 16 18 0 now discovoery
so far as tho world is concerned, yet, if anvbody is nblo to ahow
that tho party who got the patent was nol tho man whosoe
ingenuily first discoverod i, that ho had horrowed it from A,
or B., or takon it from n book that wag printed in Jingland,
and which was open {o all the world, then, although the public
had the bencefit of it, it would becomo an important quesfion
whothor ho wag tho first nnd oripinal inventor of )"

If n patent wero rolely, as gomo have saird, a matter of
conlract or bargnin, in which the Stato ngsures o an individual
coertain exclusivo rights for a Iimited time, as an equivalont {or
tho disclosuro of an invention, then thero would appenr to bo
little object in confining that peculinr method of bhargaining to
ono small ot of porsons, namely, thoso who fullil the qualifica-
tions of “irno and f{irst inventors.,” It would appear im-
matorinl who should disclose the sceret of a new invention so
long ns it i3 digelosed by someone. A reason 13, howover, to bo
seen in the fact ovidenced by tho nbove decision, that tho grant
of & patent was looked upon moro as a reward for valuable
servico than as a price to be paid for tho disclosure of a sceret.
A patent for practising a now invention was itself a rare
matter cven among the total number of patents granted in tho
commencement of such things, which were not very numerous,
being most of them for monopolics of manufactures already
known. All of theso were, ostensibly at least, granted as
rowards for services; although as respeets the greater numbor,
as the Statute of Monopolies declares, illegally. Sir Iidward
Coke, in his “Tustitutes,” states that an inventor receives a
patont “on account of the good that he doth bring to the
rcalm,” not as a price for revealing a sceret.

““ Though the matter may not have been used, tho party is
not entitled to his patent unless heis the first and true in-
ventor ; therefore, if the subject matter of the patent bas been
discovered . . . . though it has not been reduced into practice,
if a man merely adopts it, the merit 1s so small that his patent
for it would be worth nothing.” 1

It is curious to note that about the time this Statute of
Monopolies was passed and for some tinie afterwards, it was
not the practice to grant patents solely to the inventors. Thus,
in Mansel’s patent for making glass, several other persons were

! Walton v, Potter, 1 Webd, P.C., 592.”
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associated with the inventor., Tt was reserved for later times
to construe the words in strictness as applicable to the in-
ventor alone, and to no other person with him., The amendment
made in the practice in this particular, by the Act of 1883,
under which the inventor may now associate others with
himself in the application is, therefore, in cffect, a return to an
ancient usage.

Right of Application not Transferable. —The method of
considering patents as a reward, presupposcs in the inventor a
moral claim to a recompense for his exertions, of which others
are not possessed. It may be termed & right of application
strictly personal to the inventor. It must be borne in mind
that it 18 a moral right of application only, and in no case a
lezal or enforcable claim to receive a patent. As 1t is clearly
within the discretion of the State to grant or refuse a patent,
so it must equally be within the discretion of the State to draw
the distinction between persons fit and not fit to receive
patents.

In most foreign countries, whose laws on patents are not of
the antiquity of the English patent system, and where the more
commercial aspect of the grant of a patent is given prominence,
this right of application, whick the English law considers to be
personal to the inventor as a deserving person, is looked upon
as a transferable right; so that any person who may have
obtained the invention together with the right to apply for the
patent from the true inventor, may apply for the patent in his
own name and hold the same validly when granted to himself.
It is not incompatible with the “reward ” theory, as it may be
termed, to allow that an inventer may assign his right of
application; but at tho same time the bare fact that it is not
incompatible is not a suflicient reason in itself that such course
should therefore be allowed by the English law. There may
be other reasons pgainst the practice; it may well be that the
public disadvantages which might arise if the true inventor of
any patented invention were kept in the background or liable
to be so, may be rightly sapposed to outweigh the possible
private advantage (in any case a very problematical onc) which
the inventor might obtain by recognition of a right to transfer
or sell his invention before patenting it.

The present Patent Liaw in -Great Britain does not, more-
over, afford any provision' for.enabling an inventor to request
that a patent may be granted to his nominee or assignee, cither
at the time of making the application or at any time thereafter.
He can amend his application to associate ancther person with
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him in the application at any time hefore the patent is sealed
and issued, but cannot totally eliminate his own holding in the
application, as he may do in the United States, Queensland,
Victoria, &e. :

Application by a Person not the Invenfor,—Let us
suppose that ““any person,”’ not being ihe *true and first in-
ventor,” applies in this country for a patent on an invention ;
should he fail to subscribe to the declaration, contained in the
form of application, that he is the true and first inventor, or
should he designate some other person not associated with him
in the application, as inventor, the patent would be refused
since the papers necessary to tae application are, on the face of
them, incorrect or insuflicient in law, as would be obvious to
the examiner to whom the application is referred under Sect. 6
(1883). 1f, on the other hand, the applicant, not being truly
the inventor in law, signs the declaration that he is so, the
patent will be granted, since the Patent Office has no means of
testing the truth of the declaration, but 1t will, nevertheless,
have no value, since not only is it revocable at any time on
proof that the applicant was not the *true and first inventor,”
but the same proof is also a suflicient defence to an action of
infringement, under Sect. 26 (as indecd are all other grounds
for revocation}, so that il.c patent will always bo inoperative,
even i1f not revoked. Apart from the statutory grounds above
mentioned, such patent is bad at common law on the ground
that it was obtained by deceit.

Special attention should be given by or on behalf of ths
applicants to this point, since it appears to be one of those
defects in a patent for which there is no remedy. No method
at present exists by whick the name of a grantee can be
changed. Therefore, when once the patent is sealed it will
stand or fall as the grantee was, or was not, the “ true and first
inventor.” It is perfectly useless for the inventor to bave
aathorised the grantee to apply in kis own name, quite useless
also for the latter to assign the patent when granted to the
inventor after it is granted, eitber of these, o= both may occur:
but the patent will remain invalid and consequently useless.

Although the fault cannot be remedicd after scaling of the
Letters Patent, it may be corrected during the course of the
application by the leave of the Comptroller of Patents, under
the general powers vested in him for permitting under such
terms as he may impose the correction of documentsas to which
. no special provisions exist in the Acts or rales. (See Amend-

ment of application on page 227.)
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Trito nand First Invonfor.—In general parvlnnce, an
inventor is ouo who, by thought or exporimont, finds out or
produces somothing now, and to o corlain extonl this is n true
definition 3 but in British low tho termm invontor infonds someo-
thing boyond tho abovo doeflnition.

Tho torm inventor primarily infended an importor, ns wo
should now call i, ono who caused tho invention to becomo
known in thig rcalm, Tho otymology of tho word supports this
view, It is dortved from two Lintin words, 12— o into, and
rentre—Lo como. Aswo spenk of an inventor of o manufacture,
wo musl imply that tho word inventor is used in n transitivo
scnse, that cnusntion is implied in the suflix, 0. T'ho meaning
will he, “ha who epnges the invention to como mn,”  The same
cansation implied mm such words as “grantor,” * assignor,”
“lessor,’’ &c., each menning the person who causes the act, and
from whom il p-oceceds, thus proving that tho above is the
correet definition. Tho popular notion moro necarly coincides
with o person fo whom an invention occurs, one to whom ideas
come, such a person would moro correctly bo {fermed an
“inventee.””  Stress must ho laid on the causation implied in
tho word invenlor, sinco on this view only is 1ts legal meaning
at all understandable and reconcilable with the judicinl decisions
to which we shall presently refer, and with the present state of
tho law on the sabject.

In the timo of Queen Anne wo find tho first record of an
importor’s right to o valid patent called in question. It wasg
sottled in favour of tho validity of the patent in ldgebury w.
Stevens,! 1n which it was held that provided an invention be
new in this realm, a patent may bo upheld, ovenif the invention
had been already known and used abroad; 1t being immaterial
whether the inventor has learnt tho invention by travel or by
study. This dictum has been npheld cver since and regarded
as good law. Thus in Walton ». Bateman® it was distinetly
affimed that the party obtaining tho patent must bo the true
and first inventor ¢n this country. I he import from a foreign
country that which others at the time of the making of such
Letters Patents and grants did not use, 1t will suffice ; and
again in Nickels ». Ross,® a party who simply avails himself of
information from abroad may be the true and first inventor. It
ts under this reading that residents in Great Britain may obtain
patents in their own names, on inventions communicated to

11 Wed, P.C., 35.
21 Web, P.C., 615,

‘8 C.B., 679,
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them from abroad, which we shall have cceasion again to toucl
wpon.

Allowing that the inventor is the person who causes the
invention to come in, it will be seen that the definition is
practically incomplete until we find the destination into which
the invention is to come. The very cxistence of the definition
given implies also the existence of a place or places from which
the invention may come, a place or places where it may have
existed before, and where 1t is, therefore, no longer a novelty.
The Statute of Monopolies itself gives the geographical definition
of the place into which the iInvention is to come, viz., “ this
realm,” it may, thercfore, have had a previons cxistence in
places outside the realm. In those days the realm consisted
of England and Wales only, now it includes also Scotland and
Ircland and the Isle of Man. The Chanuel Islands, which were
included in the territory covered by the patents granted under
the Act of 1852, up to the end of 1883, were not included in
the Act of 1883 row 1n force. The term ‘“realm,” therefore,
now covers what we know as the United Kingdom of Great
Britain, Ireland, and the Isle of Man.

“ Iirst ” Inventor.—It is a cardinal feature of the policy of
the British Patent Law that the disclosnre of an invention is
to be encouraged ; 1n fact the reward of a patent is not granted
go much for bLringing the knowledge of an invention into
existence, or into the United Kingdom, which is the same thing,
as for disclosing the knowledge so brought that others may
learn the same. Now the patenting of an invention is synony-
mous with a disclosure of the invention, since it is but an
exclusive right granted in lien of the exclusive property of the
knowledge of an undisclused invention. As it was presumed
that an inventor would naturally prefer to disclose his invention
under protection of & patent, we find that it was decided that
the first to patent an invention was held to have the prior
right, even though not actually the first in point of fime to have
invented the matter. Thus, in Forsyth v. Riviere,! it was held
that “ of two simultancous inventors he who first communicates
the Invention to the public under the protection of Letters
Patent, is the true and first inventor.” The wording is slightly
inaccurate, but the intention is clearly to make the date of
disclosure of the invention a determining factor, at any rate, in
cases where the inventions are simultancous. Thus, where
there were two concurrent applications for Letters Patent for
the same invention, he who obtained the Letters Patent first,

11819, 1 Web, P.C., 97.
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by getting quickest through the various stages, was held to
have the sole right in law ;! not only so, but the grant of such
patent was held suflicient and valid to prevent the grant of
another patent on an application which in point of time was the
first filed.> This clearly shows that the date of inventorship
was not considered at all, the date of communicating the
invention to the public under the protection of the patent being
tlie only point of which notice was taken. Although it is no
longer possible under the Act of 1853 for a later applicant to
obtain a patent which shall prevent grant of another patent to
g prior applicant, the rights of the first applicant in this respect
being now saved under Scet. 13, yet this very saving clause
enforces the reading of the lIaw which makes the first applicant
for patent the inventor as against any subsequent applicant.

T'hus we see that an inventor 18 not one 1n I w, unless and
until he shall have disclosed his invention; by being the first
to do this by way of making an application for patent he will
become possessed of a patent, valid so far as this point 1s ron-
cerned ; by being the first to disclose the invention otherwise
than by an application for patent, he will still become “ the true
and first inventor,” and will for that reason prevent any other
person from therecafter truthfully claiming such title; but he
himself will then lose his vight to the patent becanse by already
having disclosed the invenfion to the public the latter have
become possessed of the knowledge of the invention which is
the sole consideration forthe grantof the patent; the invention
being then no longer a new invention.

Inventorship by Disclosure.—I'rom this, it follows that
if any person become possessed of sn invention and does not
dixclose 1t, he 1s 120t an mventor within the meaning of the law.
Proof of this is affurded by Dollond’s case;3 Dollond received
a patent for a new method of making the object glasses of
telescopes. It was proved that before the date of the patent
Dr. Hall had made object glasses in precisely the same way,
and had used them in his observatory, but as he had not
published his discovery the patent was upheld. And again, in
Lewis o, Marling,* if any person makes a discovery and is
enabled to produce an effect from his own experiments, judg-
ment, and skill, it is no objection (to his patent) that another
made a similar discovery unless it has become public. Also in

' In re Dyer’s Patent, 1812, Holroyd, 59.
= Bates v. Redgate, 1869, L.R., 4 Ch., 577.
4 Day, P.C.,, 170,199; 1 Wed, P.C., 43.
11529, 1 Web. P.C., 493.
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Stead ©. Willinms,! if a person has had a scheme in his head
and has carried it ouf, but after trial has thrown it aside, and
the thing is forgotten and gone by; then another persoun
remtroducing it may, within the meaning of the Act, be the
inventor and the first uscr of it, so as to justify a patent, It s
truo that in an earlier case,” where a patent was disputed on the
oground, amongst others, that the invention had been practised
about five or six years by another person, although in seerot,
this was held a sufficient gronnd for holding the patent void ;
but this is referable more particularly to the guestion of noveity
of the invention, and may be considered overruled by the later
cases given above, and especially by the casc of Smith <.
Davidson,? previously referred to, in which the user of the same
invention by another person in secret was also not held to
invalidate the subsequent patent to the applicant.

A disclosure of the invention, or its equivalent an appli-
cation for patent, which 1s a privileged disclosure, must occuar
before any person can claim the title of “true and first
inventor ”’ in the Patent Law scnse. An inventor is thercfore
in law “one who, having obtained the invention by Ins own
mental efforts or by instruction or knowledge obtained abread,
is the first to disclose the invention in the United Kingdom.”

Inventinng originated in the Realm, I¢ will be noticed
from the definition of the true and first inventor above given,
that as far as concerns discovery originating in the United
Kingdom, and not imported from abroad, the * inventor”’ must
by his own mental skill have found out the invention; that is
to say, an inventor of a discovery originating in the realm
sonforms to the popular definition of the word. Kven if there
be no fraud in obtaining the invention, but the latter bo
voluntarily imparted to another person by the inventor, or
the secrcet sold te him by the inventor iu this country, that
other person cannot receive a valid patent on an application
in his own name: a communication from one to another
in this country mnot being recognised as a communication
from abroad is recognised.* Such person could not moreover
truthfully state that he was the true and {irst inventor in this
country, as he is required to do in the application form, since,
although he is the first to disclose the invention, he has not
the attribute of independent inventorship n this realm.

11843, 2 Web. P.C., 135.

2 Tennant’s Patent, Dar. P,C., 420,

319 C.8., 691.

¢ Marsden o, Saville Strcet Foundry Company, C.A., L.R.,3 Er. D.,203.
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Inventions resulting from Joint Discussion, &c.—An
invention may apparently be the result of discussion betweern
different persons withont invalidating the right of the inventor
who afterwards developed the practical result. Thusin Winby «.
The Manchester, &e., Steam Tramways Companyl, a patent for
tram points came 1n (uestion; Dristowe, V.0., in summing up
said: “Is the plaintif the first and trué inventor of the
invention he elatms ? . . . The true conclusion from this part
of the case, I think 1s, that the subject was a malter of constant
and common discussion in Mr. N.’s office, and that some method
of remedying the evils of the old dnmmy aud drop-off points
was often discussed. But 1 do not find mysclf able to come to
the distinet conclusion that the particular thing deseribed in
the plaintift’s Letters Patent was ever exactly foreshadowed or
put into shape, though some sketches of such a thing may have
been made and discussion thercupon may have taken place.
Upon this issuc therefore, the plaintiff’s evidence being elear
and affirmative, and the defendant’s not so definite, and open
to the obscrvation that no sketeh, drawing, or writing has
been put in evidence in support of their view, I come to the
conclusion, that, apart from any anticipation the plaintiff was
the first inventor, . . . but this conclusion is arrived at subject
to the question of anticipation, which I now proceed to deal
with.”

But where 1t appeared that an invention was partly the
work of one inventor, and partly the work of another, namely,
o master and his foreman, 1t was held that the patent should
only be granted on terms that 1t shounld be vested in trustees
for the master and foreman.? One of joint inventors is not
entitled to the patent so as to exclude the other, at least, it is
to be presumed so, since in various cases of opposition to the
grant of patent in which the opponent has proved his joint
mventorship, cither a joint patent has been granted, or separnte
patents of the same date have been granted one to each, which
1s in effect tho same thing.? These were, however, cases in
which the grant of a patent was opposed by the agerieved
party; there would appear to be no reported case in which a
patent once granted to one of two joint inventors has been
found void on that account alone. If it can be shown that the
grantee of a patent was not the inventor of & material part of

' VIII R.P.C., 65.
® Re Russell’s Patent, 2 De @, and .J., 130.
"8; Lvans and Otway’s Patent, Giff, 279; Gavilewaite’s Dat:nt, GrifF,
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the invention claimed, then the patent is void; but where it is
impossible to distinguish between what was invented by one
and what by the other, both of such joint inventors would
appear to have just claim to the title of inventor; just as if
they were rival and independent inventors. Therefore, if the
person aggrieved has-acquiesced in the grant by failing to
oppose, the patent should be held valid. In the Lifeboat Company,
Ltd., ». Chambers Brothers and Co.,! the defendants sought to
upset the patent on the ground amongst others, that they were
joint inventors with Robert Chambers, one of the petitioners’
grantees. In tho lower Court it was held that it was enough
to dispose of this contention that the respondents allowed the
petitioners to obtain their patent, beiug all along aware of the
proceedings of their brother Robert, and taking mno steps to
assert their own rights for a year after the first patent had
obtained ; that they also admitted that the original idea was
that of their brother Robert; and that altheugh they claimed
to have a share in tho invention by taking part in repeated
discussions with him during the construction of the model,
they could point to no one particular or improvement which
any of them was the first to suggest. On appeal to the Conrt
of Session this point was mnot decided, the patent being held
void on other grounds.

An inventor discovering the principle of an invention may
employ skilled assistance 1m working out the details, and any
details suggested by the person so employed in working out
the idea may be embodied in the patent without rendering
the latter void.? Such suggestions become the property of the
employer, and the servant cannot take out a patent for them.?
It is, however, diffeunlt to define how far the sugeestions of
a workman, employed in the construction of a machine, are to
be considered as distinct inventions by him; each case must
depend on its own merits.*

In Healey’s Application, 1872, a warrant was granted to
servants for patents on inventions, the result of experiments
paid for by their employers, the opponents, on coundition that
the specifications should be submitted to the opponents, and
the portions struck out that might be objected to by them.5

1 VIII R.P.C., 420.

* Bloxam ». Klsie, 1825, 1 Web. P.C., 132.

3 David and Woodley’s Applicution, 2 Griff., 26 ; Re Heuley’s Applica-
Lion, John, 165.

 Allen 0. Rawson, 1845, 1 C.B,, 674,
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If a person is pursuing an inquiry as a servant of the
Government, he cannot take a patent on any invention the
result of information produced by such inquiry, the information
being already the property of the State.l

Inventions obtained by Fraud.—Where it is proved that
the invention has been obtained by fraud, the patent will of
conrse be invalid as a deceit on the Crown. A petition for
 yevocation can be presented under Sect. 26 of the Act of 1883
by any person alleging that the patent was obtained in fraud
of his rights, or of the rights of any person under or through
whom he claims. Where a patent has been revoked on the
ground of fraund, the Comptroller of Patents may, on the
application of the true inventor, grant to him a patent in licw
of and bearing the same date as the date of rcevocation of the
patent so revoked, but the patent so granted shall cease on the
expiration of the term for which the revoked patent was
oranted.® It is difficult to see how such a patent to the truc
inventor can be valid, since by Scct. 35 a patent granted to
the true and first inventor shall not be invalidated Dby an
application in fraud of him, or by provisional protection
obtained thereon, or by any use or publication of the invention
subscquent to that frandulens application during the period of
nrovisional protection.  Now, as the peried of provisional
protcction extends only from the date of the application to
the date of scaling under Scct. 14, and revocation canuot take
place, nor even a petition be presented for that purpose, until
the patent is already granted, there will be a period previous
to the grant of the new patent to the rightful person during
which publication will presumably occur which will dis-
advantageously affect the new patent. DBefore a patent is
granted the application passes through a stage in which it is
open to opposition ; this stage commences on the date of the
Patent Office Journal advertising the “acceptance” of the
complete specification, and i1ts duration is two months., During
this time a defrauded inventor may oppose the grant, but no
power is given to the Comptoller to grant a patent to the
opponent, even though he 1s successful 1in his opposition ; unless
he, the opponent, has filed an application himself, which will
be dealt with in the usual way, With regard to Sections 26
sud 39, any inventor who is defrauded should not only oppose
the sealing of a patent to the person who has defrauded him,

o 1 Past{;erson v. Gas Light and Coke Company, H.L., 1876-7, 2 dpp.
as., 20l.

® Patents Act, 1883, Sect. 26 (8).
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but he should also, to save his own rights, file an application
for himself before the sealing of the first application iy
refused. It iy presumed that this would be suflicient {o save
the rights of the defranded inventor, but whether this is so or
not may still be a matter for dispute, having regard to the
decision of the Court of Appeal in Humpherson ». Syer, in
which the patent of the plaintiff, in an action of infringement,
was held void by reason of prior user by the defendant under i
provisional protection, and, according to Lord Justice I'ry,
* On the further ground that it was a fair conclusion from the
evidence that some English people under no ebligation of
seereecy, avising from confidence or good faith towards the
patentec, knew of the invention at the date of the patent.”?
Looking to the expense and uncertainty of ousting a prier
applicant by proving iraud, coupled with the further uncer-
tainty that the troo inventor will possess a valid patent
himself; the latter intending to apply for a patent, will best
consult his own interests by lodging his application at the
earliest moment, and before diselosing his invention to possible
rivals.

Firms, Partnerships, and other collections of persons,
otber than bodies corporate,® cannot ag sach apply for patent
cither alone or in conjunction with an inventor. Members of
firms eannot, therefore, apply in the name of the firm, but only
as so many individual persons of which at least one must be
the true and first mventor. 1If tho patent is to become w
partnership asset, this must be done by assicnmeut after the
paient is granted.

Infants and Married Women.—An infant may be a
grantee,’ and a married woman may hold a patent independently
of her husband.?

Death of Inventor.—In the case of the death of an iu-
ventor without making application for a patent, a patent may be
applied for by and granted to his legal representative, provided
the application is filed within six months of the death of the
inventor.® It 18 presumed also that when an :inventor dies
during the progress of an application, the application can be
amended so that the patent may i1ssue to the legul personal
representative of the deceased applicant. Certitied copy of
probate will be asked for.

1IV R.P.C, 24,

* See page 133,

+ Cheavin o, Walker, Z.2., 5 CL. D., 838,

3 Mavried Women’s Property Act, 1882,
Patents Act, 1883, Sect., 34
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CuAPTER X1

THE INVENTOR OR APPLICANT IFOR PATEXT;
FOREIGN INVENTIONS.

¥raud Abroad.—As to alleged fraud in obtaining an in-
vention abroad, there is great doubt if the policy of the British
Patent Law can admit that there can be fraud unless the fraud
can be said to have been committed in this country. Thus A.,
a citizen of the United States, instructed an agent in the
States to obtain a British patent; the agent forwarded the
patent to one L., who applied for and obtained a patent in his
own name, having added certain novel features of his own
invention. The fact of communication was not stated. A.
petitioned first by power of attorney, and afterwards in his own
name, that the patent might be revoked on the ground that it
had been obtained in {rand of his rights. DPetition refused,
but without prejudice to any further petition that A. might be
advised to file under Sect. 26, Sub-sect. 4 (d) ; relying on the
ground that he was the inventor of any invention included in
the claim of the patentee.! No farther petition is reported to
have been brought.

An oppositior to the grant of a patent, based on the allega-
tion that the invention had been obtained by fraud was held to
fail in 7e Edwnend’s Patent,® per Webster, A.G.: ¢ Prior to the
passing of the Act of 1883, the law was well scttled that a
person 1mporting into the realm an invention was the traue and
first inventor within the meaning of the Statute of James, and
1t mattered not under what circumstances he had obtained the
invention abroad. In my judgment the Act of 1883 has made
no alteration in the law in this respect. In the casc of an
imported invention the merit of the invention is in the im.
Eortation—tha communication to the public in tke United

ingdom and the Isle of Man; and I think the Compiroller
kas no jurisdiction to enquire into the circumstances under

} B¢ Avery's Patent, IV B.P.C., 152, 322.
% 1886, Griff., 281.
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which the invention was obtained by the importer. Of course,
there may be cases in which the relations between the parties
may be such that the person who has first imported the in-
vention may be guilty of some breach of contract, or breach of
doty, towards the person from whom he has obtfained the
invention abroad, and the importer muy be liable to proceedings
in respect of the breach of any such contract or duty, but mn
my opinion those are matters which the Comptroller and the
Law Officer cannot enqumire into, but must form the snbject of
independent proceedings either in this country or abroad, as
the case may be.”

- It would appear, therefore, that an importer caunot be
agsumed guilty of any fraud on the rights of a foreign inventor.
The latter may, perhaps, get the patent revoked on the ground
that he was the true inventor,! though this is doubtful, but
even 1if it should he revoked, it is not clear that the true in-
ventor could get a uew pateut under Sect. 35, as there i3 no
legal fraund. —

Imported Inventions: Communications from Abroad.
—The very clear cxposition of the law given in the decision
just quoted shows that there is an assumption of merit in the
mere Importation of an invention. As we have seen from other
cases cited, there may have been, and doubtless was, a very
considerable amount of merit in the importer, if trouble and
expense indicate merit ; but in modern days there is but little
other than ths merit inseparable from the discovery of the
invention itself, and due to the foreigner who originated the
inveniion. It cannot be said that the merib of the origination
passes on to the importer, it is a matter personal to the original
inventor as such and cannot so pass, for peither here, nor in
. any case, must the merit of the invention be mistaken for that
of the inventor, the two being very distinet. The reason that
so little merit now entitles an 1mporter to hold u patent, is
probably to be found in the very gradual stages by svhich the
degree of difficulty connected with the importation has
diminished, until it is at present almost zero. A -very instruc-
tive judgment in this sense was given by Jessel, M.R., in Marsden
v. The Saville Street Foundry previously referred to.2 “It is
difficult to say, & priori, on what principle a person who did not
invent anything, but who merely imported from abroad into
this realm the invention of another, was treated by the jndges
as being the first and true inventor. . . . It has never been

} See previous page.
8 39 L- T-l .RBP-, _.BT. S.,_ 100:
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declared by any judge or anthority that there is sach 2
principle, and, not being able to find one, all 1 can say is that 1
look upon it as a sort of anomalous decision which has obtained
by time and recognition the force of law.”

Indeed, before the passing of the Act of 1883 there were very
serious thoughts of totally abandoning the practice of granting:
patents to linglish residents on inventions communicated from
abroad, and it was ouly after strong representations as to the
uscfulness of the practice that its continuance was tacitly
allowed, for be it observed it is nowhere expressly stated as:
allowable by the Act; the only approach to recognition being
the inclusion among the body of forms prescribed to be used
under the Act of a special form of application to be used in
such cases. We bave seen that the grant of a patent 18 mo
proof or its validity, and from the decision in Avery’s case
before noted, there is at least a possibility that the foreign trac
mventor might be able to upset the patent on proving that he
was the trae inventor of the invention included in the claim of
the patentee. We do not say that there is a probability, but
only a remote possibility sufficient to say that the matter cannot
be satd to be definitely settled in favour of the importer, when
the latter takes the form of a resident in the realm ¢ whe
has not invented anything,” and who simply receives a com-
muuication frem abroad. The question may some day arise
whether a pevson vesident here, who himself has done nothing
to bring the particular invention of which he becomes patentee,
immto the realm, but has merely received a postal communica-
tion forwarded and caused to be sent him by some other person
abroad, can be called an *“importer” or inventor at all within
the meaning of the Statute of Monopolies.

It would rather appear that the sender is in such case the
active agent to cause the invention to come into Great Britain.
This question has never been put or answered, the saying of
Jessel, M.R., above quoted was obiter dicla, not essential to the
decision of the case in which it was spoken. Patents granted
cn commaunicated inventions have from time to time come
before the Courts on various issues, but since the days of Beard
v. Bgerton (1846) none has been challenged on thie issue,
although that patent case only proved that the grant was valid,
althongh, in fact, the patent was taken out and held in trust
for a foreigner, the subject of a State in amity with this
country.! It is right to say that there may be valid patents

13 C.B., 97.
L2
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for.communicnted inventiona, righl alio Lo say that such may
be held in frast for residents abrond, hal the applicant for
patent must ptill in any ovent, bo tho “importor” and apart,
from tho * custom ” that, hag geadually sprang up thero would
appone to bo no warranty for considoring such n person o
.lur}m*o dofined, an importer within the meaning of tho Inw,

Although wo find that an *importer” mny possess merit,
tho morit of importation, this morit is not so grent as that of
an original inventor. The merit of cither is suflicient to
mastain o patont, but should an oxtonsion of tho ‘mtont bo
sought beyond tho logal torm of 14 years, the DPrivy

Jouncil, hoing oxtromoly jonlous mnot to prolong other than
oxceptionnlly moritorious patonts, will only ndvige the grant of
an oxtension, nftor satinfying themsolves of tho morit of tho
invontor that ho is worthy of such roward. *Tho merit of an
importor 18 lesa than that of an inventor; wo are now sitting
Judicially, and it 18 an argumoent againgt tho patent that it way
imported and not invented.”” ! It is for this reason probably that
tho fact of communication must bo stated when the invontion
has been communicated from abroad. 'Thus o patent taken
out ng for an original invention, when in truth communicated
from an Iinglishman resident abroad, was held void,? sinco to
conconl any material fact voids o patent ns o deceit on the
Crown, It only part of tho invention has been communicated
from abroad 16 wiﬁ be proferable to stato the faot, in view of
romarks made in the decision on Avery’s patent;? but the
‘“importer " may add 1mprovoments to tho original apparently
without needing to stato that the invention is only partly o
communication from abroad.*

A person resident abroad may take o British patent on an
anvention communicated to him by anothor resident abroad,
“This was decided in 7e¢ Wirth's Patent,® where the fact of com-
municniion was stated. The docision, however, lnses ity
importance in view of the fact chat since 1883 there has been
no means for dotng this, there being no form by which it may
be done, stating the fact of communication. As any person,
discoverer or not, if resident abrond, may still be the “ true and
first inventor’ as far as this realm is concerncd, and all im-
porters are in that respeet of equal merit; it follows that any

) Tn e Soames’ Patent, P.C, 1813, 1 TI"ed. I.C., 733,
2 Milligan o. Mursh, 18586, 2 Jur,, N.S., 1,083,

3 See page 145.

4 Moser v. Marsden, C. 4., 1803, X R.P.C.. 350.

* L.R.,12 Ch, D., 303,
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porron resident, abrond may still take out n Iritish patent
withont stating tho fact of communication,

Although n patent may ho held in trual for porrons residont,
ahrvond (Beard o, Tigerlon, supra), it does nob necessnvily follow
that all patonts for communicated inventions ave held in tenst.
for tho communicators ; thoy may bo held 1 frust for othors
than tho communicators named, or they may not. be held in
{rust at all.  T'he naming of tho communicators 14 not evidence:
of n trugt for them, but is dono to avoid deceit in obimning
geant, It should ho noticed that tho words in tho Lotters
Patent do not speak of any trust; tho grant is to the invontor
named in right of hia invontorship, The truo inventor nbrond,
should he choogo this modo of obtaining an linglish patent, will,
therefore, do woll to s0 word his instructions that no question
can aftorwards arviso to frustrato his intontion of retaining the
proporty in his own invention,

EKOB donts Abroad.—Tho point has been mooted that no
person resident abroad can receive n valid British patent
eranted to him in his own name, but this ngsortion lacks.
Jogical foundation on the lnw and facts.

Previous to 1870 alicns were legally under disabilitics as-
regards the holding of proporty in Great Britain, but this was
principally the enso with rogard to land. Aliens could not
purchaso or iuherit land,  * If an alien friend purchase a eopy-
hold in the namo of A.in trast for him and his heirs, the king;
shall have the trust.,” 1 An alien friend might take an estate:
for years in o houso for his habitation; but not meadows, &e.,
nor if ho 18 an enemy or not a merchant. If ho died or loft the
realm his leases went to the king. By Statuto 1, Richard X1,2
1o alicn might purchase a benefice within this realm without -
the licenso cof the king ; and by Statute 12 and 13, William 1I1,.
chapter 2, no person other than born in England, Scotland, or-
Ireland, or of ILnglish parenis, even though naturalised or
made a demizen, could have any grant from the Crown of lands:
to himseclf or in trust for him., But patents are not real estate,
hut incorporeal personal chattels, so t}ley are not subject to these
disabilities. If they were so, they could not have been granted
50 a8 to be held in trust for aliens as we have seen from Beard
v. Kigerton was the case. Aliens might hold personal property ;
thus wo find that alicns might dispose of personal property by
willS Patents being franchises, more nearly resembling bene-

121 Rol., 194, 135.
2 Comyn's Digest, 1792, Vol, IV, page 271.
32 Rol., 94; 1 4And., 25,





