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PREIFACE.

_-+__

In the arrangement of this book, it has been
thought desirable, as far as possible, to bring
together under each of the more important sec-
tions of the Act, in the form of Notes, all the
information specially relevant to the section.
Often, however, the discussion of a matter arising
under a section has been relegated to the Intro-
duction; where are also to be found short sum-
maries of practice and procedure. The Rules
under the Act, with other matters, are to be
found m the Appendix. It is hoped that any
difficulties, to which this arrangement may give

rise, will be made clear by the cross-references, or
by the aid of the Index and Table of Contents.

- W. R. B.

4, Cloowy CvricE Row, TEMPLE.
Jonsary, 1884,
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PATENTS, DESIGNS AND TRADE
MARKS ACT, 1883.

INTRODUCTION.

*

Part I.—PATENTS.

CuHAP. L.—GENERAL REMARKS.

TRE prerogative of the Crown to grant letters
patent under the Great Seal, creating a mono-
poly of the working of a new manufacture,
seems to have been recognized by the common
law of England from time immemorial. The
extension of this prerogative by the Crown in
various directions, and the creation of numerous
monopolies which sacrificed the public advantage
to the enrichment of favoured individuals, resulted
in the Statute of Monopolies (21 Jac. 1, c. 3),
which, in sweeping away the whole system of
monopolies which had grown up, excepted only ()
letters patent for the term of fourteen years or
under for ¢ the sole working or making of any
manner of new manufactures within this realm,
to the true and first inventor and inventors of
such manufactures, -which others at the time of

(a) Some minor exceptions occur which are of no present
importance. Of these exceptions, some are repealed by the
present Act.

B, B

-



INTRODUCTION,—PART . PATENTS.

making such letters patents and grants shall not
use.”’

Various statutes have since been passed from
time to time, developing the Patent Law and lay-
ing down rules of procedure. All these statutes,
except the Statute of Monopolies, are now repealed,
and the law and procedure with regard to patents
1s now regulated by the present Act, except for the
saving as to existing patents (sect. 45), and as to
the past operation of the repealed Acts (sect. 113).

The Act incorporates most of the provisions of
the preceding statutes, but in some cases with im-
portant amendments, chiefly with regard to pro-
cedure.

The Patent Office, and the business there con-
ducted, which has reference not only to patents,
but also to designs and trade marks, is placed
under the control of an official who is styled ¢ the
Comptroller-Greneral of Patents, Designsand Trade
Marks,” or, more shortly, ¢‘the Comptroller.” The
comptroller has initial jurisdiction with respect to
all applications, but subject to appeal either to the
law officers of the Urown, or the Board of Trade, or
the High Court of Justice, as the case may be.

Thus, 1t will be seen, that the functions of the
Commissioners of Patents and of the Lord Chan-
cellor with respect to patents have ceased.

Theory of Patents under the Act.

An alteration of the theory of the law of patents
which results imcidentally from the present Act,
should not be overlooked. A patent under the
Act 18 & document under the seal of the Patent
Office, by which a monopoly of the working of an
invention 18 granted to an inventor by virtue of
the provisions of the Act, which document derives
its force and validity solely from the Act.
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Letters patent under the Great Seal are not
affected by the Act, nor is the prerogative of the
Crown in reference to granting such lettors patent.

A patent for an invention under the Act, al-
though in the form of the Queen’s letters patent,
is not in fact a grant by the Crown, and does not
in any way derive force or validity from any act
of the Crown, and, i fact, the Crown makes no
grant. A patent under the Act is simply the
creation of the statute, and has nothing in common
with the Queen’s letters patent, either as regards
the rights conferred by it, or the incidents to
which it is subject, except so far as these are pro-
vided for by the Act.

The rights conferred by a patent under the
Act are determined by the following device.
The document, which by the Act is called ¢“a
patent,” 1s a document containing words which,
if written on parchment and sealed with the
Great Seal, would constitute the Queen’s letters
patent, granting the privileges therein specified.
By sect. 12, sub-sect. 2 of the Act, a patent
sealed with the seal of the Patent Office is to
have the same effect as if it were sealed with the
Great Seal of the United Kingdom. Hence, by
means of this device, the effect of a patent is
shortly determined ; that 1s to say, a document in
the form of the Queen’s letters patent is sealed
with a certain seal, which by virtue of the Act
gives the patentee the same rights as would have
been conferred by the Queen’s letters patent of
the same tenour.,

The conditions of validity of a patent under
the Act are roughly determined by sect. 26, sub-
sect. 3, which provides that every ground of invali-
dity of a patent before the Act shall be a ground
of invalidity of a patent under the Act, but this

must be taken to be qualified so as not to extend
B2
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to cases where the old conditions of validity may
be inapplicable. In addition to these, certain
other conditions are imposed by the Act itselt
(see post, pp. 26, 27).

Hence the net result seems to be that the statu-
tory patent created by the Act is pretty much the
same 1n its incidents as the old letters patent, but
it may be 1mportant to bear in mind the separate
road by which this similar result is arrived at.
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PROCEDURE FOR OBTAINING A PATENT.

General Outlineof Procedure vvvvvevsiiiienivessce oo 9
Detarls of Procedure on Application .....ccvviiivencones 7
Objections by the Comptroller v.vvevivensrserarenessens . 8

General Ouiline of Procedure.

THE procedure for obtaining a patent has been
modified in a way such that i the majonty of
cases a considerable simplification will result,
though 1n some cases an opposite result may
ensue.

The proceedings from the time of an application
to the sealing of a patent may be divided into two
periods, viz.:—

Ist. From the date of the application to the
date of the acceptance of the complete
specification.

2nd. From the acceptance of the complete
specification to the sealing of the patent.

The proceedings during the first period are
different, according as the application i1s made
with a provisional or a complete specification. .

The proceedings during the second period are
the same 1n either case, and are ne/, except when
there ic opposition to the grant of the patent.

The following tables will indicate the steps to
be taken in the respective cases during the first
period. Where a step 1s one which will not neces-
sarily occur in every case, it 1s included in brackets,
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The sections of the Act which refer to the steps
are also included in brackets.

PRoCEEDINGS ON APPLICATION WiTH PROVISIONAL SPECIFIOATION.

ArprLicATION (8ect. 5).
Reference of Application to Examiner, and
Report of Iixaminer thereon (sect. 6).
Order of Amendment by Comptroller (sect. 7).
"Appeal from Comptroller to Law Officer. ]
[ Amendment of Application. ]

AccEPTANCE OF ArprioaTioN, and Notice thercof to Applicant.

Fruine CoMPLETE SPECIFICATION (within nine months from
application) (sect. 8).
Reference of Specifications to Examiner, and
Report of Iixaminer thereon (sect. 9).
Order of Amendment by Comptroller.
! Appeal from Comptroller to Law Officer. | }
Amendment of Specification. ]

AccePTANCE OF COMPLETE SPECIFICATION (within {welve
months from application), and Advertisement thereof (sects. 9

and 10).

PROCEEDINGS OoN APPLIcATION WITH COMPLETE SPECIFICATION,

ArprLicATION (8ect. 5).
Reference of Application to Examiner, and
Report of Examiner thereon (sect. 6).
Order of Amendment by Comptroller (sect. 7).
{ "Appeal from Comptrolicr to Law Officer. | }

Amendment. ]

AcCCEPTANCE OF APPLICATION AND CoMPLETE SPECIFICATION,
and Notice thereof to Applicant and Advertisement thereof

(seets. 7 and 10).

When the complete specification has been ac-
cepted, it, together with the application and the
Frovisional specification (if any), lies open to pub-
ic mspection for a period of two months, during
which time any person may give notice of oppo-
sition (as to which see next Chapter); but if no
notice of opposition be given, the patent will bhe
sealed after the expiration of the two months.

In the majority of cases applications will no
doubt be made with a provisional specification, as
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the applicant has then a further period of mme
months in which to perfect his invention before
he 1s under the necessity of leaving his complete
specification. During this time, however, the
natentse has no protection against infringement
(sect. 13), but has merely protection against the
invalidation of his patent by user or publication
of his invention. This consideration, as also the
simplification of procedure involved, will, in some
cases, where the invention is fully developed,
render it more advantageous to make the appli-
cation with a complete specification.

Details of Procedure on Application.

The application for a patent must be made
in Form A (pest, p. 218), except when the
mvention 1s communicated from abroad, in which
case the application must be made m Form
Al (post, p. 218). The application must be
signed by the applicant himself, but every other
document may be signed by an agent on behalf
of the applicant (P. R. 8, post, p. 158). The
application must be accompanied by a statement
of an address of the applicant or his agent, to
which commmunications from the Patent Office may
be sent (P. R. 9, post, p. 168). The application
and all other documents except drawings must be
written or printed on paper of the official size
(P. R. 10, post, p. 158), and may be sent to the
comptroller through the post (. R. 19, post,
p. 159). For regulations as to size, &c. of draw-
ing36a1)1d copies thereof, see P. R. 28—30 ( post,
p. 161).

Every application must relate to one invention
only (sect. 33, posf, p. 88),—a provision the
exact scope of which 1t may be very difficult to
practically determine. If by inadvertence two
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inventions are included in one application, pro-
vision for protecting each by separate patents 1s
made (P. R. 23, post, p. 88).

The application must be accompanied by a pro-
visional specification of the invention in Form B
( post, p. 219), or by a complete specification in
Form C (post, p. 220). The provisional specifi-
cation must describe the nature of the invention,
and 1f for this purpose drawings are required,
they must be furnished. (As to the requirements
for drawings, sce P. R. 28—30, pos?, p. 161.)

If the application is made in the first instance
with a provisional spccification, thien, within nine
months from the date of application (scct. 8, post,
p. 67), the applicant must furnish a complete
specification of his invention in Form C ( pos?,
p. 220).

The)requisite forms can be obtained at various
post offices (see list of post offices, post, p. 215).
The fees upon the application and specifications
are paid by stamps impressed on the forms, the
amounts of which are given in the schedule
(post, p. 203). All documents may be sent
through the post (P. R. 19, post, p. 1569).

If no objection to the application or specifi-
cation 1s taken, nothing remains to be done by
the applicant but to receive his patent, and to
keep 1t up by due payment of fees from time to
time m cither of the alternative methods which
the Act affords. (Seec second schedule to the Act,
post, p. 164.)

Objections by the Compiiroller.

If, however, the examiner reports unfavourably
upon the application, or upon the complete specifi-
cation, the comptroller may requirc amendment
(sects. 7 and 9, post, pp. 56, 87); but before doing
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so e must afford the applicant an opportunity of
being heard upon the question, and give him ten
days’ notice of the hearing (P. R. 11, post, p. 168).
Within five days from the delivery of this no-
tice the applicant must notify to the comptrolier
whether he wishes to be heard on the matter (P. R.
12, post, p. 158); and in any case the comptroller
may require written or oral explanation on any
pomnts. In any hearing, the applicant may be
represented by a patent agent or solicitor or
counsel, or otherwise by agent duly authorized
(P. R. 8, post, p. 158). Where the examiner has
reported that there 1s a prior application in ro-
spect of the same invention, the prior applicant
1s also entitled to be heard. (As to this casc, see
post, p. 13.)

Where the decision of the comptroller does not
g1ve satistaction, appeal may be made to the law
officer, notice of which must be given at the
Patent Office within fourteen days from the date
of the deciston appealed against. Procedure on
these appeals is regulated by a special set of
Rules (see post, p. 169).

In addition to difficulties raised by the officials
of the Patent Office, opposition to the grant of
the patent may be raised by an outsider (scct. 11,
post, p. 59).  This subject 1s considered in the
next Chapter.
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INTRODUCTION.—Cuarter 11L

PROCEEDINGS IN OPPORITION.

PAGE
General Remarks v..oovv.... P
Oppositions on Ground of Fraud. ..... Y &
Oppositions on Ground of a Prior Patent ........ verees 18
Oppositions on Ground of a pending Prior Application. ... 13
Delails of Procedure in Opposition ..vvovvienveecnveess 14

Gleneral Remarfks.

THE proceedings which may be taken to opposc
the grant of a patent to an applhicant are regu-
lated by sect. 11 of the Act and the rules made
thereunder (P. R. 32—41, post, pp, 59—61.)

For two months from the date of advertisement
of the complete specification, it lies open to public
mspection, and within that time any person may
oive notice of opposition. The opposition 1s
heard and determined by the comptroller at the
expiration of this period, subject to appeal to the
law officer.

In future, therefore, opposition will be allowed
only at one stage, viz., after advertisement of com-
plete specification; and the opponent will have,
by the perusal of the complete specification, the
fullest materials for ascertaining whether his
opposition is well grounded. This arrangement
may have the effcet of increasing the number of
oppositions; but, on the other hand, the provision
that on an appeal to the law officer, only a person
‘““in the opinion of the law officer entitled to be
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heard i opposition to the grant,” may have the
effect of limiting the number of oppositions.

The available grounds of opposition are limited
by the Act to three—

(1) Fraud.
2) A prior patent.
53) A prior application.

Upen this 1t may be noted, in the first place,
that want of novelty in an invention is no longer
a ground upon which opposition can be based,
unless that want of novelty is shown by a prior
English speeification. Iividence of prior user or
prior publication is no longer admissible in oppo-
sition to the grant of a patent, and unless the
invention has previously been patented, the grant
of a patent thercfor, although the invention may
not be new, cannot be opposed.

In the second place, it should be observed that,
by sect. 13 (pos?, p. 62), the practice of ‘‘racing
tor the seal” 1s effectually abolished. Hitherto,
where there have been two applications for a
patent for the same subject-matter, a patent has
been generally refused to the prior applicant, if
in the meantime the second applicant has suc-
ceeded in getting his patent sealed first(«). By
sect. 13 of the Act, the sealing of the second
applicant’s patent is not to prevent the sealing of
a patent to the first applicant. Hence, under the.
present Act, priority of application gives a right
to the sealing of the patent, which can only be
contested on the ground of fraud, in eascs where
1t 1s alleged that the applicant obtained the inven-
tion from the opponent.

In the third place, it should be noted that where
there has been reasonable doubt upon the facts

(@) ILte Bates and Redgate's Application, L. R. 4 Ch. 577 :
48 1. 4. Ch. 501,
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and circumstances in any opposition, 1t has heen
the practice to allow the patent to proceed, and
leave the parties to their remedies in a Court of
law, and it may be assumed that this covrse will
still be taken ().

The materials on which an opposition is based
arc thus cxtended by the Act, but the classes of
persons entitled to oppose may possibly be re-
stricted, and the grounds of opposition are cut
down. It may be assumed, however, that the
principles on which oppositions will be decided
will be analogous to those under the older Acts.
The practice of different law officers has, how-
ever, not always been consistent.

Oppositions on the Ground of Fraud.

Opposition 1s allowed on the ground that the
applicant has obtained the invention from the
lt:ipponent or a person whose legal representative

e 1s.

In such cases there are threc positions, in one
of which the opponent may find himself.

(1.) The opponent may have already applied
for a patent for the invention, and the
franudulent application may be subse-
quent to his own.

In this case the opponent’s course 1s clear. Ide
has only to give mnotice of opposition and prove
his case, and the subscquent application will be
refused. Even if the frue mventor by accident
omits to oppose, and the subsequent fraudulent
applicant should obtain his patent, 1t will of course
be invalid, and this, under sect. 13, will not pre-
vent the first applicant from getting his patent.

(&) See Re Russell’s Palent, 2 De G. & J. 130; Re Stmpson
and Isaac’s Patent, 21 L, T. Rep. 81.
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(2.) The opponent may have applied for & patent
for the invention, but the fraudulent ap-
plication may be prior to his own.

In this case, the inventor 1s protected by sect.
36 (post, p. 89) from the consequences of the
previous fraudulent application.

(3.) The opponent may not have applied for a

patent,

In this case, his best course, if he wishes to
obtain a patent for the invention, will be at once
to applgr for a patent as soon as the fraund is dis-
covered, and to give notice of opposition when
the time arrives. Sect. 35 of the Act expressly
protects him from any publication which may be
made by the fraudulent applicant during his period
of provisional protection.

If the fraud 1s not discovered until the patent
is granted, the inventor has still a remedy under
sect. 26 ( post, p. 79). He may present a petition
for revocation of the patent, and on this being
obtained, may himself apply for a patent for the
invention.

Gpposition on the Ground of a Prior Patent.

There 1s nothing in the Act to prevent oppo-
sition being raised on this ground by any person,
or to prevent his appearing before the comptroller;
but the law officer will only hear a person who is,
in his opinion, entitled to be heard. It may pro-
bably be assumed that any person who would be

practically commercially affected by the grant
would be heard. -

Opposition on the Ground of a pending Prior
Application.

Where the examiner reports on an application
that there i1s a prior application pending for a
similar invention, two courses seem to be open to
the prior applicant. He may appcar upon the
hearing of the question whether the second appli-

13
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cant’s application shall be allowed to proceed, in
which case he will not be allowed to see the second
applicant’s specification (P. R. 16, post, p. 159); or
he may give notice of opposition in regular form
(under sect. 11, and P. R.32—41, post, pp. 59—61),
in which case he will have the advantage of seeing
the specification. If fraud enters into the matter,
such opposition would also come under the first
head of permissible grounds. But it often happens
that two inventors independently hit at about the
same time on the same invention, and in such a
case the position of the first applicant seems to be-
impregnable. Even if by oversight the second
applicant should obtain his patent, this will not
prevent the sealing of the first applicant’s patent
(under sect. 13). And if the first applicant is in
time with his opposition, he will be able to pre-
vent the second applicant from getting a patent
at all. Where two patents for the same invention
are actually granted to rival inventors upon con-
current applications, 1t would seem that the second
applicant’s patent 1s void, even though granted
before that of the first applicant. Ior the question
1s, who 13 the ‘“first and true inventor;” and as
the law does not recognize a man as an inventor
who keeps his mmvention secret, therefore, when
the first applicant applies (even though the inven-
tion was long previously made, but kept secret by
the second applicant), 1t would appear that he
becomes in law the first and true inventor.

Details of Procedure on Opposition.

Notice of opposition to an application must be
oiven within two months from the date of adver-
tisement of the acceptance of the complete speci-
fication. 'T'he notice may be in Form D (post,
p. 220). The requirements as to the notice and
subsequent proceedings will be found in sect, 11

T s

and P, . 32—41 (posé, pp. 59—061).
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General Remarles.

THE law as to amendments of letters patent and
speeifications has been materially altered by the
Act (sects. 18—21, post, pp. 65—69.)

The statute 5 & 6 Will. 4, ¢. 83, provided not
only for amendment of the specification, but also
of the letters patent themselves, so far as related
to the title of the invention, but the latter provi-
ston is omitted by the present Act. Possibly the
reason for this is to be found in the provision for
official examination as to the accord of the title
with the invention, but the omission presumes the
infallibility of the officials of the Patent Office.

The amendment contemplated by the present
Act has reference simply to ‘‘the specification,”
a term which 1s used in many parts of the Act to
mclude the provisional specification as well as the
complete specification.

Amendment may be made, even before the
patent 1s granted, at the instance of the applicant,



16

INTRODUCTION.,—PART I. PATENTS,

and after the patent is granted, at the instance of
the patentee or the person or }!)ersons for the time
being entitled to the benefit of the patent.

Procedure on Amendments.

A request in writing for amendment 1s to be
left at the Patent Office, stating the nature of
the amendment and the reasons therefor. The
request may be made in Form F (post, p. 221).
The application will then be advertised, and
within one month any person may give notice
of opposition to the amendment. Where there 1s
opposition the comptroller will hear the parties,
and decide the case. The requirements of the
Patent Office as to notices, declarations and other
yroceedings, are to be found m P. R. 48—56
%post, p. 66). An appeal lies ifrom the comp-
troller to the law officer, but he may refuse to
hear an opponent who is not, in his opinion,
entitled fc be heard, whilst the comptroller
appears to have no such discretion. It may be
presumed that the law officer will require of the
opponent that he should have some direct interest
in the matter. The law officer has power to
impose conditions on the party seeking to amend.
These conditions will probably, as heretofore,
take the form of a restriction on the patentee
with respect to the prosecution of actions upon
the ~mended patent, whether for past miringe-
ment of the patent(a), or, under some circum-
stances, for future infringements(s). If there 1<
no opposition the allowance of the amendment

(a) See Re Smith’s Patent, Mac. P. C. 232 ; Re Harrison’s
Patent, Mac. P. C. 32.

(b) Re Medlocl’s Patent, 22 Newt. Lond. J., N. 8. 69; Re
Tranter’s Patent, Johns. Pat. Man. 182,
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will be determined by the comptroller subject to
appeal to the law officer.

In cases where the propriety of allowing a
particular amendment, as being or not being in
accordance with statutory requirements, has come
into question, the practice m the past has been
for the law officer to allow the amendment i a
doubtful case, at the risk of the applicant (a).
Possibly this practice may be modified by the
fact that it is provided that “no amendment
shall be allowed ” which does not fulfil the re-
quirements, and 1t may possibly be held that the
applicant must satisfy the law officer that the
amendment i1s a permissible one.

Scope and Nature of permissible Amendments.

No amendment is to be allowed which would
make the amended specification claim an in-
venfion substantially larger than or different
from that originally claimed. The form in
which this limitation is stated by the Act,
though leaving room for ingcnious argument as
to its application 1n many cases, obviates doubts
which arose under the old provision that the
amendment must not ‘‘extend the cxeclusive
richt granted by the letters patent.,” Under
this provision 1t was held, that wherc the patentee
bad not by his specification complied with the
condition of the letters patent in particularly
describing and ascertaining the nature of the
invention, an amendment which supplemented the
imperfect description cnabled him to assert a
right under the patent which he could not have
maintained upon the original specification, and
therefore such amendment was void as extend-

(¢) See 1 W. D. C. 642, n. (e).

17
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ing the exclusive right(a). No doubt such an
amendment as was the subject of consideration
in the case of Ralstorn v. Smith would still be void
as making the specification claim a different inven-
tion. It would appear, however, that the present
Act expressly contemplates an amendment which
would remedy an imperfect specification. At
all events, any amendment, 1f allowed, 1s to be
deemed, 1n all Courts and for all purposes, part
of the specification, and could only be objected
to on the ground either that it made the amended
spectfication claim a larger or different immvention,
or that it was not in the nature of ‘¢ disclaimer,
correction, or explanation.” An amendment is
now permissible under one or all of these three
heads,—to disclaim, to correct, or to explain.

Amendments by way of Disclaimer.

It may be presumed that disclaimers will be
allowed 1n future in similar instances to those in
which they have heretofore been permitted.
Awmongst other cases, they have been allowed——

(1.) To ehmmate onc or more claims of novelty
(which 1s the usual case).

(2.) To change a claim for the separate parts
into a clabm for the combination of the
parts(b).

(3.) To excise a claim for a part of the in-
vention which was badly described or
of no utility (¢).

(@) Ralston v. Smith, 11 H. L. C, 223-—~per Ld. Chelms-
ford.

(b) Re Smith’s Paient, Mac. P. C. 232; Re Bateman and
Moore’s Patent, Mac. P. C. 116.

(¢) Lle dMedlock’s Patent, 22 Newt. Lond. J., N. 8. 69.
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Amendments by way of Correction.

Amendments by way of correction would, strictly
speaking, bo directed to something 2ncorrect in the
specification. bMere clerical errors in letterpress
or drawings would obviously come under this
head. Also 1t would seem that correction of a
misleading or incorrect description or drawings is
meluded 1n the scope of this part of the Act. In
many cases an amendment might be said to fall
etther under the head of ¢ correction” or under
the head of ¢ explanation,” which latter appears
to be the more inclusive.

Amendments by way of Lzplanation.

This head of amendments may be extended to
include a very wide range, but its scope will of
course be limited by the decisions of the law
officers. 'The use of the word explanation would,
however, seem to contemplate the supplementing
generally of an 1imperfect deseription, which might
cven extend to the addition of new drawings to
the specification.  That 1s to say, under this head,
a specetfication which did not originally comply
with the condition of “ particularly deseribing and
ascertaining the nature of the invention,” might
be made to do so by means of an explanatory

amendment.

Liffect of Amendment.

From a perusal of the whole section it would
appear that the amendment is to be an actual
amendment of the specification itsclf, and the
specification is to be read as amended. Hitherto
the amendment has taken the shape of a separate
document which was read together with the
specification, and it has been often held that
the meaning of the patentee was to be gathered

c 2

19
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by reading the whole unamended specification,
including any execised parts, together with the
amending document. Under this Act there 1s no
amending document to be read with the specifi-
cation, but an amended specification to be read as
amended.

The specification is to be read as amended, 1n
all Courts and for all purposes. Ilence in con-
sidering the validity of the patent, whether on the
grounc. of novelty, sufficient description, or other-
wise, the specification as amended is to be taken
as 1t 1t stood 1n 1ts amended form when originally
filed. But no damages are to be given in respect
of infringement before disclaimer, ‘¢ unless the
patentec establishes to the satisfaction of the
Court that his original claim was framed in good
faith and with reasonable skill and knowledge.”
These words would appear to be applicable only
to an amendment by way of disclaimer, though
m the Act they are made to apply to amendments
of all kinds. Hence, unless the section should
receive a somewhat strained construction (which
would practically involve the substitution in the
clause of the words ¢ original specification” for the
words ““ original elwim ), it may be apprehended
that where an amendment is merely by way of
correction or explanation, and does not affect the
original claim of invention, the patentee may bring
an action and recover damages for infringements
of date prior to the amendment.

Where an injunction has been granted to restrain
infringement of a patent and an amendment is
afterwards made, it would appear that the effect
of the amendment is to dissolve the previous
mjunction and render it of no avail (a).

The effect of an amendment which does not

(@) See Dudgeon v. Thomson, L. R., 3 App. Cas. 34,
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fulfil the statutory requirements, appears to be
as doubtful under the new Act as it was pre-
viously.

Under the Act 5 & 6 Will. 4, c. 83, 1t was
provided that a person might file a disclaimer
not being such as to extend the exclusive right
granted by the letters patent, and swel disclaimer
should be deemed and taken to be part of the
letters patent or specification. Hence, if the
disclaimer was mnot swuck as permitted by the
Act, it would appear to have been void and of
none effect (except as i1t might operate as an
admission of a defect).

Under the present Act the clause as to the scope
of amendments (sect. 18, sub-s. 8) is inserted
apparently by way of a direction to the officials.
‘“No amendment shall be allowed that would
make the specification, as amended, claim an in-
vention substantially larger than or substantially
different from the invention claimed by the speci-
fication as 1t stood before amendment.” The
clause would appear to mean “no amendment
shall be allowed fo be made;” but if, notwith-
standing this direction, an 1mproper amendment
be allowed, then sub-s. 9 says, without apparent
himitation, ‘‘{he amendment shall in all Courts
and for all purposes be deemed to form part of
the specification.”

Probably the true construction of the section
on this point is to be obtained by reading into
sub-s. 9 the words, “if in accordance with the
provisions of this Act,” and the sub-section would
then read, *‘ the amendment (¢f @ accordance with
the provesions of this Act) shall in all Courts and
for all purposes be deemed to form part of the
specification.”

It would then seem to follow that if an amend-
ment were not by way of disclaimer, corrcction,



INTRODUCTION.~—PART 1. PATENTY,

or explanation, or if it made the amended specifi-
cation claim an invention substantially larger
than or substantially different from the origmal
invention, it would not be deemed part of the
specification, that is, it would be void. It 1s
difficult to see how an improper amendment can
have any cffect mn invalidating a patent, except
in so far as it, or rather the origmal request for
permission to amend, may operate as an admission

of mvalidity.

Disclaimer pending an Action.

Scetion 19 (post, p. 63) provides that in an action
for infringement or proceeding for revocation of
a patent, the Court may give the patentee leave
to apply at the Patent Office for leave to amend by
way of disclaimer, and in the meantime direct the
trial of the action to stand over. This provision
1t will be noticed does not extend to amendment
by way of correction or explanation.

The effect of such an amendment, if allowed,
1s not clear. Seet. 18 is stated not to apply
‘““when and so long as any action for infringe-
ment or other legal proceeding in reference to a
patent 1s pending.”  1f this is to be taken literally,
there 1s no provision that an amendment is to be
deemed part of the specification, and the amend-
ment would, in this case, be usclese. But the
same remark would also apply to an amendment
made under sect. 18, Hence, it would appear
that seet. 18, sub-s. 10, cannot be read literally,
but must be read with the words in brackets
understood, thus—¢ The foregoing provisions of
this section (with regard to obtaining leave to anrend)
do not apply when and so long as any action for
mfringement or other legal proceeding in relation
to a patent 1s pending.” |
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If this be so, then the effect of a proper dis-
claimer, made pending action, would be to remedy
deteets of want of novelty, and thus, so far, to
set the patent on its legs for the purposes of the
action. Hence, an mjunction might be obtained
upon the arrended patent, but no damuges would
be given ualess the patentee cstablished to the
satisfaction of the Court that his origmal claim
was framed in good faith, and with reasonabie
skill and knowledge.

From comparison of sumilar cases, it may be
assumed that such an amendment would generally
be allowed only upon terms of the plaintiff paymg
costs subscquent to the 1ssue of the writ %except
costs curred by the defence of non-infringe-
ment, &e.), 1t the defendant, within a certain
time from the amendment, should eclect to submt
to an 1injunction.

Ofther Amendments.

By sect. 91 (post, p. 138) 1t 1s provided that the
comptroller may, on request in writing accoms-
panied by the preseribed fee, correct any clerical
error in or in connection with an application for a
patent, or in the name, style, or address of the
registered proprictor of a patent.

By P.R. 18 (post,p. 159) 1t 1is provided that ¢ Any
document for the amending of which no special
provision 1smade by the said Act may be amended,
and any Irregularity m procedure which, in the
opinion of the comptroller, may be obviated with-
out detrmment to the interests of any person, may
be corrected, 1if and on such terms as the comp-
troller may think fit.”

The provisions as to rectification of the register

by ‘rhe3 Court are to be found in sect. G0 (post,
1. 136).

23
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General Conditions.

Tue conditions of validity of a patent under the
Act are loosely defined by sect. 26, sub-s. 3 ( post,
p. 79), which says:—“Isvery ground on which
a patent might, at the commeneement of this Act,
be 101)0:.110(1 by scire fucius shall be available by
way of defence to an action of infringement, and
shall also be a ground of revocation. I
The ﬂlOlll’ld‘v on which a patent under the Act
might I)OSblblY be held to be, or to have become
nwahd may he ranged and examined under four
heads, as follows:—
I. That the patent does not satisfy the require-
ments of the Statute of Monopolics.
11, That the grant has been made upon a false
E:ll““()%thll of the patentce. -
IIT. That the requirements of the Patents,
Designs and Trade Marks Act, 1883
and Rules made thercunder, have ot
been complied with.
1V, That some of the conditions or provisoes
¢t the patent have heen violated.
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Some of the objections which may be taken to
the validity of a patent come under more than
one of the above heads.

Objections to Validity.—Llead 1.

With regard to the first head of objections, such
objections would arise apart from the express pro-
visions of the Act, because a patent being a grant
of a monopoly is still subject to the Statute of
Monopolies, except so far as it is expressly relieved
from the prohibitions of that statute. Hence the
following would be good objections to the patent
under the Statute of Monopolies :—

(1.) That the patentee was not the truc and

first iventor. |

(2.) That the imvention was not subject-matter

for a patent, not being a manufacture.

(3.) That the invention was not new.

(4.) That the invention was not useful.

Llead 11,

Objections under the sccond head arise from
the provision of sect. 26, sub-s. 3, which makes
the old ground of objection, that a patent was
obtained upon a false suggestion, applicable to
patents uander the Act. The chief objections to
the validity of a patent which might be raised
under this head would be :—

(1.) That the applicant’s declaration was falsc

1 a material particular.

(2.) That the compleic specification did not
particularly deseribe and ascertain the
nature of the invention, and in what
manner the same was to be performed.

(3.) That the provisional specification did not
describe the nature of the invention, as

29
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such invention appears upon the com-
nlete specification.

With regard to the second of these objections,
an alteration of the law, which may have important
bearings, should be carcfully noticed. Before the
Act, letters patent were granted before the com-
plete specification was filed, but subject to the
condition of its being filed within a certain time.
This condition henceforth disappears from the
patent, as the complete specification 1s in all cases
to be filed before the patent 1s granted, but instead
thercof we have inserted in the patent a recital
that ¢ the inventor hath in his complete specifica-
tion particularly described the nature of his imven-
tion.” And in the complete specification the
inventor says, ‘1 do hereby declare the nature
of my invention, &ec.” Hence an objection on
the score of insufficiency of specification now
ariscs under the present head, on the ground of
a false suggestion upon which the patent was
obtained.

With regard to the third objcction, arising from
the complete speetfication making a claim of
invention wider than or different from the inven-
tion deseribed in the provisional specification, it
may be taken to arise stmply from sect. 26, as an
objection which would previously have been a
oround of invalidity (ga;), or it may be taken to
arise upon the ground of the patentee, either in
his provisional or complete speciiication, having
made a false declaration as to the nature of his
mvention.

Head IT17T.

It 1s not casy to see how far a non-compliance
with the requirements of the Act and Rules might,

(@) See DBailey v. Roberion, 3 App. Cas. 1055 ; United Tele-
phone Co. v. Harrison, Cox« Walker & Co., 21 Ch, D, 720.
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in some cases, be held to invalhidate the patent,
if granted notwithstanding that certain require-
ments were not complied with. Ior instance, the
Act requires that the application must be made 1n
a certain form, left in a preseribed manner, and
on paper of a certain size; that the provisional
specification must commence with the title, and
that the complete speecification must conimence
with the title and end with a distinet statement
of the mvention claimed.

With regard to such of the requirements of the
Act or Rules as may give rise to objections under
other heads, as, for imstance, the requirement
that the complete specification must describe the
naturc of the invention, there 1s no difficulty.

With regard, however, to such requirements
as sccmr otherwise to have no sanction attached
to the eommand, 1t 1s more difficult to sce the
cffect of non-compliance. Would it, for instance,
be a good objection to a patent, that the specifi-
cation did not end with a distinet statement
of the invention claimed? Such questions
depend, to some degree, upon the alternative
which 1s to be understood after the “must” of
the Act. It may mean either that certamn things
‘“must” be done, otherwise the patent will be tnvalid,
or else, otherwise ihe patent will not be granted.
Possibly different “musts” will be differently
dealt with, but as to the majority of such re-
quirements 1t Seems probable that they are only
conditions to be observed by applicants in getting
their patents, and that if, notwithstanding an
omission, the patent be granted, the scope of
the condition would not extend to invalidate the
patent so granted.

It should be noted that the validity of a patent
under the Act in no way depends on the existence
of foreign patents for the same invention.

27
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Head TV,

If the provisoes and conditions inserted in the
patent are not complied with, the patent will
become void. These conditions are—

(1.) That all fees must be regularly paid.

(2.) That the patentee shall supply the in-
vention, if required, for the service of
the Crown.
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General Remarks.

Coryricar In ornamental designs has been the
subject of a series of statutes, commencing in the
year 1787. Copyright in designs applicable to
purposes of utility, and having relation to the
shape or configuration of the article, was first
established in the year 1843. All the existing
statutes, with reference to copyright in both orna-
mental and useful designs, are repealed by the
present Act, and no distinction 1s made between
the two classes. Any new or original design
‘““applicable to any article of manufacture, or to
any substance artificial or natural, or partly arti-
fictal and partly natural, whether the design is
applicable for the pattern, or for the shape or
configuration, or for the ornament thereof, or for
any two or more of such purposes, and by what-
ever means 1t is applicable,” 1s capable of regis-
tration under the present Aect (sect. 47, post,
p- 99, and sect. 60, pos?, p. 110), except designs
wihich are protected by the provisions of the
Sculpture Copyright Act of 1814 (sce note to
scct. 60, post, p. 110).

Copyright in a registered design exists for five
years (scct. 50, post, p. 103), and the registered
proprictor can procced against those who may
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infringe his rights, either for penalties under
sect. 88 (post, p. 108), or for damages under
scet. 99 (posé, p. 109).

Procedure on Application for Registration.
Designs may be registered in one or more.
classes, and, for the purpose of registration, articles
of manufacture are divided into fourtecn classes
(see Table of Classes, post, p. 208). The applica-
tion must be made 1 Form E (post, p. 230), and
may be made and signed by the proprietor, or, it
would seem, by any person on his behalf (sce
sect. 47, sub-s. 1, and D. R. 6, post, pp. 99, 100).
The author of the design is the person to be
registered as the proprietor, unless the design
was executed on behalf of another person for
good or valuable consideration, in which case
such other person should be registered as pro-
prictor (sect. 61, posf, p. 111). The application
must contain a statement of the nature of the
design, and the class or classes i which registra-
tion 1s required (scct. 47, sub-s. 3, posé, p. 99).
Where there 1s doubt as to the class in which the
article falls, the comptroller will decide the ques-
tion (sect. 47, sub-s. 5, post, p. Y9). The appli-
cation must be made upon paper of the preseribed
size (sce D. R. 8, post, p. 100), and must be aceoms-
panied by the prescribed number of rvepresenta-
tions of the design (see sect. 48, and D. R. 9,
post, pp. 101, 102).  T'he tfees, of the amounts
specified i the schedule (post, p. 205), are pay-

able by stamps 1mpressed on the forms, which may

be pmsﬁhased at various post offices (see list, post,
. 215). |

g If no difficulties be raised at the Patent Offico

the design will in due course be registered, and a

certificate of registration will be sent to the appli-

cant (D. R. 11, post, p. 175). But objections to

registration may he raised by the comptroller,
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Oljections fo Regisiration.

The comptroller may, if he thinks fit, refuse to
register any design, or may impose conditions
upon the applicant, but before coming to a decision
adverse to the applicant he must grant him a
hearing, of which he must give ten days’ notice
(D. R. 18, post, p. 101). Within five days from the
receipt of such notice the applicant must notify
whether he intends to be heard on the matter
(D. R. 14, post, p. 101). Upon the hearing, the
applicant may be heard personally, or he may be
represented by his agent, solicitor, or counsel
(D. R. 6, post, p. 174).

If the applicant 1s dissatisfied with the decision
of the comptroller, he may appeal therefrom to
the Board of Trade. In such case the applicant
must, within one month from the decision appealed
against, leave at the Designs Branch of the Patent
Ofticc a mnotice of appeal (sec IForm F, post,
p. 230), accompanied by a statement of the
agrounds of appeal and the applicant’s case in
support thereot (D. R. 16 and 17, post, p. 101), and
he must at the same time send a copy of the notice

to the sccretary of che Board of Trade, No. 7,
Whitehall Gardens (D. R. 18, post, p. 101). The

Board of Trade may thercupon give such diree-

tions as they think fit for the hearing of the
appeal, and wzll give the applicant notice of the
time and place appointed for the hearing (D. R.
19 and 20, post, p. 101). If registration is ulti-
mately refused, it would scem that the applicant
may proceed further under sect. 90 (post, p. 136).

Effect of Registration.
Registration of a new design gives the registered
proprietor the exclusive right to apply the design
to any article 1. the class or classes m which the
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design 1s registered, for the term of five years
from the date of registration, subject to com-
pliance with the provisions of the Act. It would
seem that the registered proprietor has alone the
right to bring any action for damages or penalties
for mfrmgements. If the truc proprietor as
defined by sect. 61 (post, p. 111) 1s not the registered
proprietor, 1t would scem that before bemg able
to enforce his rights, he must apply for rectification
of the register under sect. 90 (posé, p. 136).

The registered proprictor has the right abso-
lutely to assign and otherwise deal with the copy-
right (sect. 87, pos/, p. 136).

The entry in the registeris primd facie evidence
of the matters entered (seet. 95, sub-s. 2, post,
p. 106).

Conditions of Validily and Mamntenance of Copyright
e Designs.

The initial requisite for validity of copyright
i a design 1s that the design must be new or
original, and not previously published in the
United Kingdom (scct. 47, sub-s. 1, post, p. 99).
If 1t subsequently should turn out that the design
was previously published, the registration would
be invalid. It 1s to be observed that the design
need not neccessarily be original, 7.c., the work
or iInvention of the applicant, but it must be new,
and must be registered by or on behaif of ¢ the
proprietor ”’ (see sect. 61, post, p. 111).

Before delivery on sale of any articles to which
the design has been applied, the preseribed number
of representations must be furnished to the comp-
troller, otherwise he may crase the proprictor’s
name from the register, and the copvright will
cease (sect. 90, sub-s. 2, {Jost, p- 103, and sect. 48

and D. R. 9, post, p. 101).
In order to preserve the exclusive rights of the
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proprietor it is necessary that every article sold,
to which the design has been applied, should be
marked as registered in the preseribed manner,
otherwise the copyright will cease, unless the
proprietor shows that he took all proper steps to
ensure the marking of the article (sect. 51 and
D. R. 32, post, p. 103).

Where a design is used i manufacture 1n any
foreign country, 1t 1s neccessary that 1t should be
used In this country within six months of the
date of registration, otherwise the copyright waill
cease (sce scet. 54, post, p. 105).

B, D
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General Remarks.

TuE general law of trade marks was fashioned
and moulded by the Courts of law and equaty long
before it became the subject of any special legis-
lation ; and it was held that where a person had
affixed to goods made or traded in by him, and
sent by him into the market, a distinetive mark
to denote that the goods were of his manutacture
or selection, or had been otherwise dealt with by
him, he was entitled to be protected from the use
by others of such distinctive mark.

By the Trade Marks Registration Act, 1875, a
register of trade marks was established, and the
enforcement of any rights under a trade mark
was made conditional upon its registration, and
the kinds of marks which might m future be
registered were defined by the Act.

The Trade Marks Registration Act, 1875,
together with the two amending Acts of 1876
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and 1877, are repealed by the Patents, Designs
and Trade Marks Act, 1883, by which the regis-
tration of trade marks is in future to be regulated.

Some changes in the law are introduced by
the present Act, but it incorporates the chief
provisions of the previous Acts, and also some of
the provisions of the Rules made under those Acts.

Kinds of Trade Marks which may be registered.

Sect. 64 (posf, p. 116) of the present Act
defines the kinds of trade marks which may be
registered.

In future, any new trade mark must consist of
or contain one of the following essential particu-
lars, viz. :—

(¢) A name of an individual or firm printed,

impressed, or woven in some particular

. and distinctive manner.

(0) A copy of a written signature of the
mdividual or firm applymg for the
registration thereof.

(e) A distinetive device, mark, brand, heading,
label, ticket, or fancy word or words
not In common use.

As to these classes it may be noticed—

Firstly, that mere collocations of ordinary words
or letters cannot alone form a new trade mark,
but any combination of letters, words or figures
may be combiied with any of the particulars in
the three classes.

Secondly, that the mere name of a firm cannot
be registered as a trade mark unless printed, im-
pressed or woven in a particular or distinctive
manner. But a name of an individual registered
as a trade mark need not be the name of the
mdividual or firm applying for registration.
Any name may be registered if it he such as

D2
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would not be likely to give rise to deception, in
which case 1t would be inadmissible under sect.
73 (post, p. 124).

Thirdly, that fancy words not in common use
arc now admissible as trade marks, such words
having been inadmissible under the Trade Marks
Registration Act, 1875.

Fourthly, that a trade mark may be registered
1 any colour, and such registration will contfer the
right to use the trade mark i that or any other
colour (sce sect. 67, posé, p. 118).

But with regard to trade marks in ase hefore
the 13th August, 1875 (the date of the passing
of the first Act requiring registration), a wider
range 1s admissible.  Not only may trade marks
containimg  the above cssential particulars be
registered, but also “any special and distinctive
word or words, letter, figure or combination of
letters or figures, or of letters and figures used
as a trade mark before the 13th August, 1875.”
No trade mark in use before the 13th August,
1875, will be registered unless it comes within the
categories mentioned above; but if registration of
any trade mark in use before 18th August, 1875,
1s applied for and refused, the owner of the trade
mark 1s not prejudiced by such refusal, but can
still protect his exclusive rights (if any) by legal
proceedings (see seet. 77, post, p. 126).

Under seet. T4 (post, p. 124), there may also be
added to any trade mark certain devices, combi-
nations of words, or other particulars in common
use 1n the trade—such, for instance, as the words
‘““ Fixed Stars,” in common usc in the trade with
reference to the class of cigar lights which have
the end for burning so attached to the stick as not
to drop off (¢). With regard to such particulars
i common use before the 13th August, 1875,

(a) Neo Re J. B. Palmer's Trade Mark. 24 Ch. D. 504,
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public use by three persons suffices to show com-
mon use.

Clussificalion of Goods.

A trade mark must be rogistered for particular
goods or classes of goods (sect. 65, post, p. 118).
All goods have been classified by the 1. M. R.
into fitty classes, of which the last class mcludes
all goods not included in anv of the other classes
(for table of classification, see posé; pp. 209—214).
Where any doubt arises as to the class i which
any goods fall, the question will be determimed by
the comptroller (T M. R. 6, post, p. 183).

The same trade mark may be registered with
regard to various goods i one claxs or in different
classes: and a series of trade marks, whieh are
stmilar m essential particulars, and have reference
to different goods, may be registered as a series
(see seet. 66, post, p. 118).  Where a trade mark
1s registered in one registration with respect to a
series of goods, a considerable saving of fees 1s
effected (sce Table of I'ces, post, p. 2006); but the
series 1s only assienable as a whole (sect. GG,
post, p. 118). Where, however, there are distinet
registrations of the same trade mark with reference
to various goods, each registration may be dealt
with separately, and the trade mark may be
assigned with reference only to some of such
oo,

It may De noted that the classification of goods
appears to be made simply for convenience of
registration and indexing. The only way i
which the applicant for registration appears ta he
affected by the classification is, that, in registering
with regard to various goods in the same class, onc
set of fees covers the whole registration; whereas,
if the goods are in different classes, separate fees

37
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must be paid, unless the marks are registered in a
seriee (see Remerks, post, p. 44).

Procedure on Application for Registration.

The prescribed form for application for regis-
tration of a trade mark (Iform IV, post, p. 235)
makes provision for the registration of a trade
mark only in respect of such species of goods as
are contained 1 one and the same class. Where
1t 1s desived to register a trade mark in respecet of
various goods which arc not all contained in one
class, scparate application forms must be used in
respect of cach class, and separate sets of fees paid
(sce Schedule of Fees, posé, p. 206).

Where 1t 1s desived to register a number of trade
marks which are the same in material particulars,
but difier as to statements of goods, numbers,
price, quality, or names of places, such trade marks
may be registered in one series (scct. 66, post,
p. 118).  Such a serics so registered is assignable
and transmissible only as a whole, although, for
all other purposes, the various members of the
series are treated as subjects of separate regis-
trations.

All applications must be made in Form F
(post, p. 2356). Stamped forms may be purchased
at various post offices (sce list, post, p. 215).

The application may be signed by the applicant
or a member of the applying firm ; or, in the case
of a body corporate, by the secretary or other
principal officer of the corporation, or, in any case,
by an agent on behalf of the applicant ('T. M. R.
7, 8, post, p. 184, and note (d) to Form F, post,
p. 239).

The application must be upon paper of .the
preseribed size (T. M. R. 11, post, p. 113), and
must be accompanied by three representations of
the trade mark for goods in all classes except
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Classcs 23 to 35 inclusive (see post, p. 211, for
these classes), and for goods in these classes, four
representations must be supplied. One of the
representations 1s to be affixed to the application
form, and the remainder to be sent on separate
half-sheets of paper (T. M. R. 13, post, p. 113).
When the application is in respect of a series of
trade marks, a representation of cach onc of the
serics must be afixed to the form of application
('T. M. R. 14, post, p. 114).

With respect to metal goods the application
must state of what metals the goods are made
(‘"I M. R. 12, post, p. 113),

Where a mark includes words printed in other
than the Roman character, a ‘¢ translation” of
such words must be given (T. M. R. 15, post,
p. 114).

When the application 1s in respect of a trade
mark in use by the applicant or his predecessor
in business prior to the 13th August, 1875, 1t
must contam a statement of the time dwing
which, and the person by whom, 1t was so used
(‘"I M. R. 10, post, p. 113).

The applicant may also be requred to furnish
blocks or electrotypes of his trade mark for the
purposes of the official paper ('I'. M. R. 27, 28,
post, p. 119).

1f no dafhculties be raised at the Patent Oftice
or otherwise, the application will, after advertise-
ment 1 the official paper, be registered m due
course. DBut objections to the registration may be
raised by the comptroller, or opposition to the
registration by an outsider.

Objections to egistration.

The comptroller may, if he thinks fit, refuse to
register a trade mark goct. 62, post, p. 112), or he
may impose conditions upon the appiicant; but
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before coming to any determination adverse to the
applicant, he must grant him a hearing, of which
he must give him ten days’ notice ('T. M. R. 17,
post, p. 115).  Within five days from the receipt
of such notice, the applicrant must notify whether
or no he imtends to be heard on the matter
(T. M. R. 18, post, p. 115). Upon the hearing,
the applicant may be heard personally, or he may
be represented by his agent, solicitor or counsel
(T. M. R. 8, post, p. 113, and 17, post, p. 115).

If the applicant 1s dissatisfied with the decision
of the comptroller, he may appeal theretrom to
the Board of T'rade. In such case, the applicant
must, within one month from the decision appealed
against, leave at the Trade Marks Branch of the
Patent Office a notice of appeal, accompanied by
a statement of the grounds of appeal and the
applicant’s case in support thercof (T. M. R.
20, 21, post, p. 115); and he must, at the same
time, send a copy of the notice to the Secretary of
the Board of Trade, No. 7, Whitehall Gardens
(T. M. R. 22). The Board of Trade may, it they
please, refer the appeal to the High Court of
Justice (sect. 62, sub-s. 5, post, p. 112); but it
they decide to hear the appeal, they will give
such directions as they think fit with regard to
the proceedings (T. M. R. 23, post, p. 115), and
will give the applicant notice of the time and place
appomted for hearing (T'. M. R. 24, post, p. 115).

Opposition fo Registration.

Every application for registration of a trade
mark will be adveitised by the comptroller in
ine official paper (sect. 68, post, p. 118); and
within two months of the first advertisement of
the application any person may give notice of
opposttion to the registration. The notice, con-
taining a statement of the grounds of opposition,
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may be in Form J (post, p. 237); and an unstamped
duplicate of the notice 1s te be left with the notice
at the Patent Office (scct. 69, sub-s. 1, post, p. 120).
A copy of this notice wil! be sent by the comp-
troller to the applicant.

Within two months after the receipt of such
notice, the applicant must send to the comptroller
a counter-statement (in duplicate) containing the
crounds on which the applicant relies 1 answer
to the grounds of opposition (sect. 69, sub-s. 2,
post, p. 120). A copy of this notice will be sent
by the comptroller to the opponent.

Before further proccedings are taken, the op-
ponent will be required to give sccurity for costs,
and if the sccurity 1s not given within fourteen
days from the requirement thereof, the opposition
will be deemed to be withdrawn (sect. 69, sub-s. 3,
post, p. 120).  If the security is duly given, notice
will be given to the applicant, and the case will
then stand for determination by the High Court
of Justice.

Up to this point the proceedings can be con-
ducted by the applicant or any agent. The
further proceedings m the High Court must be
conducted by the applicant personally or through
a solicitor.

Within one month, or such further time as may
be allowed, the applicant must 1ssue a summons
in the High Court for an order that, notwith-
standing the opposition, the registration may
proceed, or must take other procecdings i the
High Court for the determination of the casc.
Of the taking of such steps, the applicant must
give notice to the comptroller, by sending to the
Patent Office a copy of the summons or other
mitiatory proceeding, bearing an indorsement of
service signed by the applicant or his solicitor,
or of acceptance of service signed by the opponent
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or his solicitor. Unless such notice 1s duly given,
the application will be deemed to be abandoned
(T. M. R. 29, post, p. 121).

These proceedings having been taken, the
matter will stand and come on in due course
for the determination of the Court.

Concurrvent Applicalions in sespect of same  Trade
Mark.

It may happen that there are concurrent appli-
cations for recgistration in respect of the same
trade mark. Where this 1s the case, the comp-
troller may refuse to register any of the applicants
until their rights have been determined according
to law; and the comptroller may himself submit,
or require the applicants to submat, their rights to
the High Court (scct. 71, post, p. 122). 1t may
happen that more than one person may be entitled
to use a trade mark in respeet of certam goods,
but until 1t has been determined by the Court
that this 1s the case, the comptroller cannot
register, upon the application of another person,
m respect of any description of goods, a trade
mark which 1s already registered in respeet of
such description of goods (sect. 72, post, p. 123).

Before refusing to register any of the applicants
i respeet of the same trade mark, the ecomptroller
must appomnt a day for hearing the applicants,
and give them ten days’ notice of the hearing,
and withm five days from the receipt of the
notice those who wish to be heard must give
notice thercof to the comptroller (T. M. R. 40,
post, p. 122, and 17, 18, posé, p. 185). Whether

r AEV.-

any of them desire to be heard or not, the comp-

s

troller may requive them to submit a statement in

writing, or to attend to make oral explanations
(T. M. R. 41, posé, p. 122).
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If, after hearing the applicants, the comptroller
decides to refuse to register any of them until
their rights have been determined, the comptroller
may submit, or may require the applicants to
submit, a special case to the Iligh Court, to
determine the rights of the parties, which special
casc may be settled by the parties, or, if they
differ, by the comptroller (I'. M. R. 42, 43,
post, p. 123).

It would scem that, upon refusal of the comp-
troller to register all or any of the applicants, any
of the applicants may appeal to the Board of
Trade (under T. M. R. 20—24, posf, p. 180), hut
where a special case 1s to be submitted to the
Court, such-an appeal would be of little advan-

tage.
Lfject of Registration.

Prior to the time when trade marks were offi-
cially registered, public user of a trade mark was
necessary 1n order to acquire an exclusive right
to the trade mark.

The primary cffect of registration is, that it is
cquivalent to public use of the trade mark in
conferring exclusive rights (sect. 75, posé, p. 125).
During the first five ycars from the date of regis-
tration, the registration 1s prand fucie evidence of
the exclusive right (sect. 76, post, p. 125), but it
would scem to be open to any person to show
that he had used the trade mark prior to the date
of registration. But after the cxpiration of such
five years the registration 1s conclusive evidence
of the right, subject only to compliance with the
provisions of the Act; as, for mnstance, with respect
to the character of the trade mark, its assignment
with the goodwill of the business, the regis-
tration being kept on foot, &ec. (sect. 77, post,
p. 1206).

A further effect of registration is to place the
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proprictor in a positiqn to enforce his_ 1‘igh:fs with
respect thereto.  Without such registration, no
action for damages or injunction can bc com-
menced, except in the casc of a trade mark in use
prior to the 13th August, 1875, the registration
of which has been refused by the comptroller
(scct. 77, post, p. 126).

The registered proprietor has the power abso-
lutely to assign and otherwise deal with the trade
mark (sect. 87, post, p. 136).

With regard to the extent of the exclusive rights
conferred by registration of a trade mark with
respeet to a particular deseription of goods, it
would appear that the exclusive right to use the
trade mark extends only to the particular deserip-
tion of goods, and not to other goods in the same
class. Sect. 76 speaks, without limitation, of the
“pight to the exclusive use of the trade mark,” but
it would seem that the words ““in conncetion with
the particular descriptions of goods in vespect of which
et 15 reqistered” must be mmported mto the section.
This would appear from a comparison together of
seet. 60 (post, p. 118), which limits registration
to particular goods, sect. 70 (post, p. 122), which
connceets the lite of the trade mark with the good-
will of the busmess in the particular goods, and
sect. 72 (post, p. 123), which forbids registration
with respect to any deseription of goods of any
mark already registered in respeet of those goods,
but does not forbid registration of the identical
trade mark by another person with respect to
other descriptions of goods in the same class.
The term “ deseription of goods” would appear
to mdicate a subdivision of a “class.” Thus, in
Class 18, for ‘¢ Engincering, architectural and
building contrivances,” it would scem that ¢ diving
apparatus 7 and ‘‘ electric and pneumatic bells ”
are different ‘“descriptions of goods,” though
included in the same ¢ class.”
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Conditions of Validity and Maintenance of Trade
Mark Rights.

The initial conditions for the validity of trade
mark rights are that the trade mark must consist
of or contain one of the essential particulars men-
tioned in sect. 64 ( post, p. 116); and further, that
the trade mark must not be identical with or similar
to one previously registered in respect of the same
description of goods (sect. 72, posé, p. 123).

In order to mamtam trade mark rights, the
trade mark must remain associated with the good-
will of the business to which it originally belonged ;
and if such goodwill should determine, the trade
mark rightswill determine simultaneously (sect. 70,
post, p. 122).

No lim1t 1s placed upon the life of a trade mark,
previded it remains connected with the goodwill
of the business; but, beiforc the expiration of
fourteen vecars from the date of registration, a
further fee must be paid (sect. 79, post, p. 128).

Shefficld Marks.

In the yvear 1623 the cutlers living in Hallam-
shire, or within six miles thercof, were incor-
porated by a statute of James L. under the name
of ¢ The Master, Wardens, Searchers, Assistants
and Commonalty of the Company of Cutlers 1n
Hallamshire in the County of York.” By aseries
of subsequent statutes the constitution and rights of
the Company have been modified, and the functions
of the Company determied in reference to marks
on cutlery and tools having a cutting edge (a).

(a) The following are the statutes relating to the Cutlers’
Company:—21 Jac. L. ¢. 81 ; 31 Geo. III. c. 58 ; 41 Geo. I1T.
¢. 97 (Local); 64 Geo. I1L ¢, 119 (Local); 23 Vict. ¢c. 2l
(Local); 38 & 39 Vict. ¢. 91 (The Trade Marks Registration
Act, 1875). 'With the exception of the Trade Marks Regis-
tration Act, 1875, all these statutes are still in force.
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Under these statutes, any person carrying on the
manufacture of the spccified articles having a
cutting edge may become a member of the Com-
pany, and have a mark asmgl}od t9 him; and there-
upon he obtains the exclusive right to use such
mark in his trade, within the limits of the district.

By the Trade Marks Registration Act, 1875, the
Cutlers’” Company was placed 1n communication
with the Registrar of Trade Marks established
under that Act.

The present Act repeals the provisions of tho
Trade Marks Registration Act, 1875, extends the
functions of the Cutlers’ Company, and establishes
the relations of the Cutlers’ Company with the
Trade Marks Branch of the IPatent Office upon
a new footing (scct. 81, post, p. 130).

The Cutlers’ Company are to keep at Sheffield
a new register of trade marks, to be called ¢ The
Sheffield Register.” The Cutlers’ Company are
in future to deal exclusively with all trade marks
1n their distriet, used, not only on eutlery and edge
tools, hut also on raw steel and goods made of
steel, or of steel and iron combined, whether with
or without a cutting edge. Any application with
respeet to registration of a trade mark on any of
the goods just cnumerated, which is made by
a person carrymg on business in the Cutlers’
district, is to be made to the Cutlers’ Company,
and not to the Patent Office; but any such appli-
cation 1 respeet of such goods, made by a person
outside the district, is to be made to the Patent
Office, under the general provisions of this Act.
When a trade mark is registered in the Sheffield
Register, notice will be given to the comptroller,
and the trade mark will also be entered in the
Register of Trade Marks in London, and the
proprictor of the mark will have the exclusive
right to the usc thereof throughout the realm.
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Provision 1s made for the communication of
applications made in Sheffield to the Patent Office,
and vice versd, so that the same mark may not be
registered by different persons i London and 1n

r'1 . a .
Sheffield. The general provisions of the Act with
respect to trade marks are to apply to Shefficld
marks; but special rules of procedure with respect

to Shefhield applications have also been made (see
T. M. R. 53—56, post, p. 133).
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THE
PATENTS, DESIGNS, AND TRADE MARKS ACT,
1883,

(46 & 47 Vict. ¢. 57.)

An Aet fo amend and consolidate the Luw relating to
Palents jor Invenlions, Leqistration of Designs,
and of Lrade Marks. 20th Aungust, 1883. ]

Be it enacted by the Queen’s most excellent
Majesty, by and with the adviee and consent of
the Lords spiritual and temporal, and Commons,
in this present Parhhament assembled, and by the
authority of the same, as follows:—

PART L

PrELIMINATRY.

1. This Act may bhe cited as the Patents, Shorttitle.
Designs, and Trade Marks Act, 1883.
2. This Act 1s divided into parts, as follows:— Division of
Part I.—Drelimmary. ﬁa‘ft;f'to
Part II.—IPatents.
Part I1I.—Designs.
Part IV.—Trade Marks.
Part V.—General.
3. This Act, except where it is othcrwise Commence-
expressed, shall commence from and immediately ™o of Act
after the thirty-first day of December One thousand

cight hundred and eighty-three.

PAR'T 11.

PATENTS.
Application jor and Grant of Laiend.

4.—(1.) Any person, whether a British subject Persous
. . nritic 0
or not, may make an applhecation for a patent. apply for

. E patent.,



Application
and speei-
fication,

[1852, ss. G,

9.]
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(2.) Two or more persons may make a joint
application for a patent, and & patent may be
oranted to them jointly (a).

(&) This section appears to introduce no alteration in the
law as it steod before the Act, but upon reading the seetivn
in conjunction with sub-section 2 of the next section, it
would appear to have been intended by the framers of the
Act that in future a patent nught be granted to an inventor
or inventors jomntly with other persons who had ne share in
making the invention, but might be mercly associated with
the inventor for commercial purposes.  There can he no doubt
that "'« lias been largely done under the existing system,
probubly upon the ground that the persons associated with the
real mventor may have made some slight suggestion during
the working out of the invention, and possibly a very slight
chare in the invention might be held to justify the asso-
ciation.  The Statute of Monopolies renders illegal  all
nmonopolies, except letters patent for inventions eranted to
“the true and first inventor and inventors.” No case appears
to have arisen in which the validity of a patent was ques-
tioned upon the ground that one of the grantees had no sharo
in making the invention, hut it scems possible that such
a patent would have been held to be void under the Statute
of Monopolies,  Now sect. 5, sub-sect. 2 of the present Act
appears to contemplate such a grant, but the Act does not
anywhere expressly repeal the presumed prohibitory enact-
ment of the Statute of Monopolies with respect thereto, and
it therefore appears to Le doubtful whether a orant to an
imventor jointly with a person who took no part m making
the mvention might not still be held to be legal,

0.—(1.) An application for a patent must bo
made in the form set forth in the First Schedule
to this Act, or in such other form as may he from
time to time preseribed:; and must be left at, or
sent by post to, the patent office in the preseribed
manncr (a).

(2.) An application must contain a declaration
to the effeet that the applicant is in possession of
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an invention, whereof he, or in the case of a joint
apphication, one or more of the applicants(b), claims
or claim to be the true and first 1ventor or in-
ventors(e), and for which he orthey desires or desire
to obtam a patent; and must be acecompanied by
iather . provisional or complete speetfication.

(3.) A provisional speeification must describe
the nature ot the invention, and be accompanied
by drawmgs, 1f required (d).

(4.) A complete specification, whether left on
application or subsequently, must particularly
deseribe and ascertam the nature of the inven-
tion, and 1 what manner it is to be performed, and
must be accompanied by drawings, 1f requived (e).

(5.) A specification, whether provisional or
complete, must commence with the title, and in
the case of a complete specification must end with
it distiet statement of the invention claimed (e).

(a) Tho “prescribed ™ forms and manner are to be ga-
thered from the following Rules. The Rules vary the forms
agiven byvthe Act.  Torlist of post offices where stamped forms
may be obtamed, see post, p. 215.

PR. 5.—“The Forms A, B, and ' in the First Schedule to
‘““the said Act shall be altered or amended by the substitution
“{herefor respectively of the TPorms A, Al, Ib and C in the
¢ Second Schedule hereto.”

P.R, 6.— (1.} Au application for a patent shall be made
“cither in the Form A or the Form Al (post, p. 218) xet
“forth i the Second Schedule hereto, as the case may be.

“(2,) The Form B (post, p. 219) in such Schedule of pro-
‘““visional specification and the l'orm € (post, p. 220) of
‘“ complete speeification shall respectively be used.”

P.R. 27.— An application for a patent for an invention
““ communicated from abroad shall be made in the Form Al
‘“set forth in the Second Schedule hereto.”

P.R. 8.—“ An application for a patent must be signed
‘““ by the applicant, but all other communications between the
““applicant and the comptroller, and all attendances by the
““applicant upon the comptroller, may he made by or through
“Can agent duly authorised to the satisfaction of the comp-

1 9
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‘“troller, and if hc so require, resident in the United
“ Kingdom.”

P.R.9.—“The application shall be accompanied by a
‘““statement of an address to which all notices, requisitions,
“and communications of every kind may be made by the
‘‘ comptroller or by the Board of Trade, and such statement
‘““shall thereafter be binding upon the applicant unless and
“until a substituted statement of address shall be furnished
“by Inm to the compiroller. He may in any particular case
“require that the address mentioned in this rule be in the
“ United Kingdom.”

P.R. 10.—¢¢ All documents and copies of documents sent to
“or left at the Patent Office or otherwise furnished {to
‘“the comptroller or to the Board of Trade shall be written
‘““or printed In large and legiblo characters in the English
‘“language upon strong wide ruled paper (on one side only),
‘““of asize of 13 1mmches by 8 inches, leaving a margin of two
‘“inches on the left-hand part thevcof, and the signature
“of the applicants or agents thereto must bo written in a
“large and legible hand. Duplicate documents shall at any
‘““{ime be lett, if required by the comptroller.”

P.R. 19.—¢ Any application, notice, or other document
“authorized or required to be left, made, or given at the
“Patent Oftice or to the comptroller or to any other person
“under these Rules may be sent by a prepaid letter through
‘““the post, and if so sent shall be deemed to have been left,
“made, or given respectively at the time when the letter
“eontaiming the same would be delivered in the ordinary
““ course of post.

““ In proving such servico or sending it shall be sufficient to

‘““prove that the letter was properly addressed and put into
‘““the post.”

P.R. 28.—“The drawings accompanying provisional or
“complete specifications shall he made upon half-shects or
**shects of 1mperial drawing paper, to be within a border line
“of 19 inches by 12 inchies, or 27 inches by 19 inches, with a
‘““margin of half-an-inch all round.”

P.R.29.—“A copy of the drawings will be required
“upon_rolled imperial drawing paper or upon thin Bristol
“hoard of the same dimensions as the original drawing or
“drawings. All the lines must be absolutely black, Indian
‘““ink of the hest quality to he used, and the same strength or
‘““colour of the ink maintained throughout the drawing.
** Any shading must be in lines clearly and distinctly drawn
‘““and as open as is consistent with the required cffect. Section
*“lines should not be too closely drawn. No colour must ho
““used for any purpose upon the copy of the drawings, All
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‘¢ Jetters and figures of reference must he bold and distinet.
“ The border line should be one fine line only. The drawings
‘“‘must not be folded, but must be delivered at the DPutent
¢« Office either mn a perfectly flat state or rolled upon a roller
‘“s0 as to be free from creases or breaks,”*

P.R. 30.—¢ Wherc a completo specification is left at the
¢« Patent Offico after a provisionar specification has heen
“ neeepted, the complete specitication and drawing or drawings
‘“ accompanying the same, as well as the copy thercof, must
¢ he prepared in accordance with Rules 10, 28, und 29.7

P.R. 31.—*Livery applicant for the grant of a patent shall
¢ in addition to the drawings to be furnished with his complete
‘““ specification, furnish the comptroller witnh a drawing illus-
“ trative of the feature or features of novelly constituting his
“ imvention. Such drawing must be prepaved in the manner
‘““ prescribod for the copy of the original drawing or drawings
“ gecompanying the specifieation, but must not cover a space
texceeding 16 square inches. The drawing must be accom-
t panied hy a concise explanatory statemient on feolseap
“ paper and legibly written or printed.”’

There may possibly be some doubt as to whether the last
rule could be enforeed on patentees, as it seems to go beyond
tho terms of the Act or powers of making rules nunder the
Act (sce sect. 101, post, p. 141).

Ifor a short account of the steps to be tuken in order
to obtain a patent, sco ante, vp. 5—0.

(b) Sce note to scct. 4 (ante, p. 50). The validity of a
patent granted to an inventor, jointly with a person taking
no part in tho invention, appears doubtful.

(¢) The words ‘“true and first inventor” include a person
to whom a new invention is communicated from abroad, so
that a patent agent, or any othcr person, in taking out a
patent for an mvention communicated to him irom abroad,
is legally the {rue and first inventor.}

(d) The stipulation that a provisional specitfication must
describe the nature of the invention 1s the same as under the
old law. The added stipulation that it must be accompanied

by drawings, if required, is in accordance with what has

Fr— - - L i —

“* Asthe drawings accompanying the provisional and complete
specification respeetively are copied at the Patent Office for
publication by tho process of photo-lithography, thisrule must
be strictly observed in order that correct copies may be made.

t Seo Marsden v. The Suville Street Foundry, 3 Ex. D. 204,

—
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already been the practice in some instances, and points to
tho necessity of a little more precision than has been usual
heretofore. Of course the requirements which may be made
as to drawings aro entirely under official control, but it would
seem to be intended that tho drawings required (if any)
should be, in the case of a provisional specification, such as
are required to describe the nature of the invention, and in
tho cusc of a complete specification, such as are required to
particularly ascertain im what manner it 18 to be praetically per-
formed. In the preparation of the provisional specification, 1t
should, however, be borne in mind that whilst the invention is
in & nascont state, 1t is advisable to deseribe it as broadly as
possible, and hence the object to be kept in view in drawing
it should be to make it at the same time sufficiently preciso
to satisfy the requirements of the Patent Office, and suffi-
ciently broad {o cover any developments of the invention that
may be made before tho complete specification is filed. So
long as the description in the provisional specification is
comprehensive enough to include all that is claimed in
tho complete specification, no objection can be taken to
the patent when granted on the ground that the provisional
specification 1s too broad.*

(e) The condition that the complete specitication must “par-
ticularly describe and ascertain the nature of the invention,
and in what manner it is to be performed,” is now made
statutory, mstead of being inserted in the lotters patent theni-
sclves, hut it is the same as heretolore. The addition of a
claiming clause or clauses to the end of the specifieation,
which has been for a long time the usual but not invariable
practice, is now made obligatory. Ilence it will now be more
than cver neecessary that the “claims” should be deawn with
the greatest care, s0 as completely to define what is the novelty
intended to be protected.

8. The comptroller shall refer every application
to an examiner, who shall ascertain and report to
the comptroller whether the nature of the inven-

* DPennv, Bibby, 1., IR., 2 Ch. 1275 Newall v, Llliot, 4 C. B.,
N. 8. 269.
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tion has been fairly described, and the application, §6.
specification, and drawings (if any) have been
prepared 1 the prescribed manner(a), and the

title sufficiently indicates the subject-matter of
the invention.

(a) As to the requirements of the Patent Office with regard
to the preparation of the application and specification, sec
the preceding scction and the Rules there referved to.

7.—(1.) If the examiner reports that the nature Power for
of the invention is not faily described, or that {ouEe! ap-
the application, specification or drawings has not plication or
or have mnot been prepared in the prescribed jmendment.
manner, or that the title does not sufficiently
indicate the subject-matter of the mvention, the
comptroller 1ay require that the application,
specification or drawings be amended before he
proceeds with the application.

(2.) Where the comptroller requires an amend-
ment, the applicant may appeal from his decision
to the law ofticer.

(3.) The law officer shall, if requirved, hear the
applicant and the comptroller, and mauy make an
order determining whetner and subject to what
conditions, if any, the application shall be aceepted.

(4.) The comptroller shall, when an application
has been accepted, give notice thercof to the
applicant.

(56.) If after an application has been made, but
betore a patent has been sealed, an application 1s
made, accompanicd by a specification bearing the
same or a similar title, 1t shall be the duty ok
the examiner to report to the comptroller whether
the specification appears to him to comprise the
same invention; and if e reports m the afiirma-
tive, the comptroller shall give notice to the
applicants that he Las so reported.
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(G.) Where the examiner reports in the aflirma-
tive, the comptroller may determine, subject to
an appeal to the law officer, whether the mvention
comprised in both applications 1s the same, and 1f
so he may refuse to seal a patent on the applica-
tion of the second applicant (a).

(a) For outline of procedure under scciton 7, see ante, Pp.
8 and 9, and pp. 13 and 14. The following Rules determine
the procedure :—

P.R. 11.—¢ Before exercising any discretionary power
‘““ given to tho comptroller by the said Act adversely to the
‘“Capplicant for a patent or for amendment of a specification,
‘“ the comptroller shall give ten days’ notice, or such longer
‘“ notice as he may think {it, to the applicant of the time when
‘“ he may be heard personully or by his agent before tho
‘“ comptroller.”

P.R. 12.—¢ Within five dayvs from the date when such
““ notice would be delivered in the ordinary course of post, or
“ such longer time as the comptroller may appoint in such
‘“ notice, the applicant shall notify to the comptroller whether
‘* or not he mtends to bo heard wpon the matter.”

P.R. 13.—* Whether the applicant desires to be heard or
‘“ not, the comptroller may at any time requirve him to submit
“ a statement in writing within a time to be notified by thoe
‘“ comptroller; or to attend before him and malke oral oxpla-
““ nations with respect to such matters as the compftroller may
‘“ require.”

P.R. 14.—“ The decision er determination of the comp-
“ troller in the exercise of any such discretionary power as
* atoresaid shall be notitied by him to the applicant, and any
‘“ other person affected thereby.”

P.R.15.— The term ‘applicant’ in Rules 11, 12, and
*13 shall include an applicant whose specification bears a
*“ title the same as or similar to that of the specification of a
" prior applicant, and has been reported on by the examiner.”

) P.R. 16.—¢ Such prior and sccond applicant respectively
 may attend the hearing of the question whether the inven-
tion comprised in both applicativns is the same, but noither

““ party shall be at Iiberty to inspect the specification of the
‘“ other.”’

The procedure on appeals to the law officer is regulated by
special rules (see post, p. 169).
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8.—(1.) If the applicant does not leave a com-
plete specifieation with his application, he may
lcave 1t at any subscquent tine within nine
months from the date of application (a).

(2.) Unless a complete speeification 13 left
within that time the application shall be deemed
to be abandoned.

(a) The word “months”™ in this section means culendar
months,* so that if the date of the application be {(say) the
12th of January, the complete specification must be left
not later than the 12th of October following, 1t has been
decided that the pertod 1s to be computed exclusive of the day
of the date of the application.}

The complete specification may be sent by post to the
Patent Office, and ii so sent must be posted so that in the
ordinary course of post it will reach the Patent Olffice during
tho hours at which it is open, not later than the last day
of the nine months (see seet. 97, post, p. 139).

Where the last day for leaving the complete specification
falls on o Suturday, or a Sunday, or on Christmas Day, Good
Friday, or any Bank lloliday, it may be leit upon the next
day to the excluded day or days (sec sect. 98, post, p. 1-40).

9.—(1.) Where a complete speeification is left
atter a provisional specitication, the comptroller
shall refer both speettfications to an examiner for
the purpose of ascertainming whether the complete
speertication has been prepared in the preseribed
manner, and whether the mvention particularly
deseribed in the complete specification is sub-
stantially the same as that which 1s deseribed 1n
the provisional speetfication.

(2.) If the examiner reports that the conditions
herembefore coutained have not been complied
with, the comptroller may retuse to accept the

A -

# See 13 & 14 Vict. ¢. 21, s. 4.
t Watson v. Pears, 2 Camp. 294 ; Lussell v. Ledsam, 14
M- ‘l.% ‘\VF- 582:

Time for
leaving com-
plete speci-
tication.

Comparison
of provi-
gional and
complete
specification.,
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complete specification unless and until the same
shall have been amended to his satisfaction; but
any such refusal shall be subject to appeal to the
law officer.

(3.) The law officer shall, if required, hear the
applicant and the comptroller, and may make an
order determining whether and subject to what
conditions, if any, the complete specitfication shall
be accepted (a).

(4.) Unless a complete spectfication is aceepted
within twelve months from the date of applica-
tion, then (save in the case of an appeal having
been lodged against the refusal to accept) the
application shall, at the expiration of those twelve
months, become void.

(5.) Reports of examiners shall not in any case
be published or be open to public inspection, and
shall not be liable to production or inspection in
any legal proceeding, other than an appeal to the
law officer under this Aect, unless the Court or
officer having power to order discovery in such
legal procecding shall certify that such production
or mspection is desirable in the interests of justice,
and ought to be allowed (b).

(a) For details of proceedings where the examiner reports
unfavourably on the complete specification, sce ante, pp. 8 & 9.
Tho procedure is the same as under section 7. See the Rules
there set out (ante, p. 56).

(b) What practice may grow up uuder this clause it is
impossible to predict. Possibly where in an action there aro
objections founded on matters which are the subject of an
examiner’s report, the report may be called for by one or
other party, but it is difficult to see how the report could
affect the question.

_ 10. Ontheaceeptance of the complete specifica-
tion the comptrolier shall advertise the acceptance;
and the application and specification or specificas
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tions with the drawings (if any) shall be open to
public mspection.

11,—(1.) Any person may at any time within
iwo months from the date of the advertisement
of the acceptance of a complete specification give
notice at the Patent Office of opposition to the
orant of the patent on the ground of the applicant
having obtained the mvention from him, or from
a person of whom he 1s the legal representative,
or on the ground that the invention has been
patented 1n this country on an application of prior
date, or on the ground of an examiner having
reported to the comptroller that the specification
appears to him to comprise the same mvention as
is comprised 1 a specification bearing the same
or a similar title, and accompanying a previous
application, but on no other ground (a).

(2.) Where such notice 1s given the comptroller
shall give notice of the opposition to the appli-
cant, and shall, on the expwation of those two
months, after hearing the applicant and the person
so giving notice, 1f desirous of being heard,
decide on the case, but subject to appeal to the
law officer.

(8.) The law officer shall, if required, hear the
applicant and any person so giving notice and
being, 1n the opinion of the law officer, entitled to
be heard in opposition to the grant, and shall
determine whether the grant ought or ought not
to be made.

(4.) The law officer may, 1f he thinks fit, obtain
the assistance of an expert, who shall be paid such
remuneration as the law officer, with the consent
of the Treasury, shall appoint.

(&) For an account of proceedings in oppositiow, sec ante,
P- 10,  The following Rules regulate the procedure :—
P.R, 32.—* A notice of opposition to the grant of a patent

09
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(1652, s. 8.]
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‘ ghall state the ground or grounds on which the person
“ oiiving such notice (hereinatter ca!led tho 01)13011011t)1ntends_t0
“ oppose the grant, and shall be signed by him. Such notico
¢« ghall state his address for service in the United KXingdom.”

P.R. 33.—¢ On reccipt of such notice a copy thercof shall
“ be furnished by the comptroller to the applicant.”

P.R. 34.—¢ Wherc the ground o ono of the grounds of
“ opposition i< that the invention has buew pateuted 1 this
“ country cn an application of prior date, the fitle; number,
“ and dato of the patent granted on such prior application
“ ghall be specified on the notice.”

P.R. 35.— Within 14 days after the expiration of two
‘“ months from the date of the advertisement of the acecept-
“ ance of a complete spceeification, the opponent shall leavo
‘““ at the Patent Office statutory declarations in support of his
“ opposition, and deliver to the applicant a list thereof.”

P.R. 36.—¢¢ Within 14 days from the delivery of such list
““ the applicant shall leave at the Patent Office statutory de-
“ clarations m answer, and deliver to the opponent a list
‘““ {hercof, and within seven days from such delivery the
‘““ opponent shall leave at the Patent Office his statutory
‘“ declarations in reply, and deliver to the applicant a list
‘“ thereof. Such last-mentioned declarations shall be confined
‘“ to matters strictly in reply.

‘““ Copics of the declarations mentioned in this and the last

‘““ preceding Rule may be obtained cither from the Patent
‘“ Otffice or from the opposito party.’

P.R. 37.—¢ No further evidence shall he left on ecither
‘““sidoe except by leave of the comptroller upon the written
‘““ consent of the parties duly notified to him, or by special

“leave of the comptroller on application made to him for
‘“ that purpose.”

P.R. 38.— Either party making such application shall
‘““ grve motice thereot to tho opposite party, who shall bo
‘“ entitled to oppose the application.”

P.R. 39.—‘ On the completion of the evidence the comp-
““ troller shall appoint a time for the hearing of the case, and

‘““ ghall give to the parties seven days’ notice at the least of
‘ such appointment.”

P.R. 40.—‘ On the hearing of the caso no opposition shall
““bo allowed in respeet of any ground not stated in the
‘“ notico of opposition, and where the ground or ono of the
‘t grounds 1s that the invention hLas been patented in this
* country on an application of prior date, tho opposition shall
““not be allowed upon such ground unless the title, number,
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« and date of the patent granted on such prior application
¢« shall have been duly specified in tho notice of opposition.”

P.R 41.—The decision of the comptroller in the case
¢« shall be notified by him to the parties.”

For the various forms, see post, p. 217.
The procedure on appeals to tho law officer 1s regulated by
special rules (see post, p. 169).

12.—(1.) If there 1s no opposition, or, in case
of opposition, if the determination 1s m favour of
the grant of a patent, the comptroller shall cause
a patent to be scaled with the seal of the patent
office.

(2.) A patent so sealed shall have the same
cffect as if 1t were sealed with the Great Seal of
the United Kingdom (a).

(3.) A patent shall be sealed as soon as may be,
and not atter the expiration of fiftcen months from
the date of application, except m the cases herein-
after mentioned, that 1s to say— |
(a.) Where the sealmg 1s delayed by an appcal to

the law officer, or by opposition to the
orant of the patent, the patent may be
secaled at such time as the law officer may
dirccet.

(0.) If the person making the application dies
before the expiration ot the fifteen months
aforesaid, the patent may be granted to his
legal representative and scaled at any time
within twelve months after the death of
the applicant (b).

(a) Upon the effect of thus and the preceding sub-scction

upon the nature and theory of patents for inventions, sce ante,
pp. 2, 3.

(b) As to this sub-section sce the following Rule :—

P.R. 24.—* An application for a patent by the legal repre-
‘““ sentative of a person who has died possessed of an inven-
‘“ tion shall be accompanied by an official copy of or extract
‘“ from his will or the letters of administration granted of his

‘“ estato and effects in prootf of the applicant’s title as such
‘“ legal representative.”

61
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13.. Every patent shall be dated and scaled as |

f1852, 5. 23] of the day of the application(a): Provided that

Provisional
protection.
[1852, s. 8.]

no proceedings shall be taken in respect of an
infringement committed before the publication of
the complete specification (b) : Provided also, that
in case of more than one application for a patent
for the same invention, the scaling ot a patent on
onc of those applications shall not prevent the
sealing of a patent on an cavlier application (e).

(a) Before the Patent Law Amendment Act, 1852, letters
patent under the Great Scal had the nature of a record, and
henco no question as to the date of secaling being different
from what appeared by the patent could be raised, and tho
date which appeared could alone be looked to for all purposes.*
With regard to patents under the Patent Law Amendment
Act, 1852, the same result was produced by the enactment of
sect. 24 of that Act, that letters patent bearing date as of any
day prior to the actual date of sealimg, should be “ of the samo
forcoand validity as if they had been sealed on the day as of
which the same were expressed to be secaled and bear date.”
This provision 1s not re-cnacted by the present Act (exeept in
the modified form to be found in scets. 18 and 15), so that it is
possible that different results may ensue in some cases where
the date of the grant has to he considered.

(b) Sce sect. 15, post, and the note thereto.

(e) Asto the effect of this last proviso in abolishing the
custom of “racing for the scal,” see ante, p. 11.

Provesional PProfection.

14. Where an application for a patent in respect
of an mvention has been accepted, the invention
may during the period between the date of the
application and the date of sealing such patent
be used and published without prejudice to the
patent to be granted for the same; and such pro-

P p—
Sl

* Ludford v. Gretton, Plow. 491.
Cl.,‘ See, for instance, the case of Holste v, Robertson, 46 L. J.,
hn. 1,
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tection from the conscquences of use and publica-  §14.
tion is in this Act referred to as provisional
protection,

DProtection by Complete Specification.
15. After the acceptance of a complete specifi- Effect of

cation and until the date of scaling a patent in g‘f"’;{;fl‘;ﬁg‘;e
respeet thereof, or the expiration of the time for specification.
scaling, the applicant shall have the like privileges ''%%% & 9]
and rights as if a patent for the invention had
been sealed on the date of the acceptance of the
complete specification: Provided that an applicant
shall not be entitled to institute any procceding
for infringement unless and until a patent for the

invention has been granted to him.

The effect of this section, together with the preceding
sections 13 and 14, is as follows:—From the date of the ap-
plication the inventor is immediately protected against any
subsequent user or publication of his invention. Irom the
date of the acceptance of the complete spectfication the in-
ventor has the full rights of a patentee, hut if his vights are
infringed he must wait till his patent is sealed hefore he can
bring his action. To rceconcile this section with seet. 13, it
should be noted that the acceptance of complete specification
and its publication should be simultancous (under sect. 10).

LPatlent.

16. Every patent when sealed shall have cffect Extent of

{\111:1‘01@11011{: the United Kingdom and the Isle of E}fﬁﬁgfa 18]
an,

It will be observed that patents no longer extend; as liere-
tofore, to the Channel Islands.

1¢.—(1.) The term limited m cvery patent for Term of

the duration thereof shall be fourteen years from ’[’i‘gﬁ%fc 5
ltS dﬂte. S, 2,]

(2.) But every patent shall, notwithstanding
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anything therein or in this Act, ccase if the

patentee fails to make the prescribed payments

within the prescribed times(a).

(3.) If, nevertheless, in any case, by accident
mistake or madvertence, a patentee fails to make
any prescribed payment within the presecribed
time, he may apply to the comptroller for an
cenlargement of the time for making that pay-
ment (b).

(4.) Thercupon the comptroller shall, 1f satisfied
that the failure Las arisen from any ot the above-
mentioned causes, on receipt of the prescribed
fee for enlargement, not exceeding ten pounds,
cnlarge the time accordingly, subject to the fol-
lowing conditions :

(«.) The time for making any payment shall not
i any casc be enlarged for more than
three months.

(6.) If any procceding shall be taken i respect
of an nfringement of the patent com-
mitted after a failure to make any pay-
ment within the preseribed time, and
hetore the enlargement thereot, the Court
betore which the proceeding 1s proposed
to be taken may, 1t 1t shall think fit, refuse
to award or give any damages in respect
of such mfrmgement.

(a) For prescribed payments, sce schedule, p. 154, post, It
will be obscrved that an alternative method of annual pay-
ment of fees is provided, which is much more advantageous
to the patentee than the payment of the two lump sums of
507. and 100/. before the ends of the fourth and eighth years
respectively.

(b) With regard to applications for enlargement of time, it
must be observed that the patentee must satisfy the comp-
troller that the failure arose from one of the specified eauses.
Tho following rule has reference to such applications :—

P.R, 46.—‘ An application for an cnlargement of the timo
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‘¢ for making a prescribed payment shall state in detail tho
‘“ circumstances in which the patentee by accident, mistake,
‘““ or 1nadvertence has failed to mako such payment, and the
‘“ comptroller may require the patentee to substantiate by
‘“ such proof as he may think necessary the allegations con-
“ tained in the application for enlargement.”” (Sce Form XK,
post, . 224.)

Amendment of Specification (a).

18.—(1.) An applicant or a patentee (b) may,
trom time to time, by request in writing left at
the Patent Office, seck leave to amend his specifica-
tion (e), including drawings forming part thereof,
by way of disclaimer, correction, or explanation,
stating the naturc of such amendment and his
reasons for the same.

(2.) The request and the nature of such pro-
posed amendment shall be advertised 1n the pre-
scribed manner(d), and at any time within one
month from its first advertisement any person
may give notice at the Patent Office of opposition
to the amendment.

(3.) Where such notice is given the comptroller
shall give notice of the opposition to the person
makig the request, and shall hear and decide the
case subject to an appeal to the law ofiicer.

(4.) The law officer shall, 1f required, hear the
person making the request and the person so
o1ving notice, and being 1 the opinion of the law
officer entitled to be heard in opposition to the
request, and shall determine whether and subject
to what conditions(e), if any, the amendment
ought to be allowed.

(5.) Where no notice of opposition is given, or
the person so giving notice does not appear, the
comptroller shall determine whether and subject
to what conditions (e), if any, the amendment
ought to be allowed.

(6.) When leave to amend 1s refused by the
B I

§17.

Amendment
of specifi-
cation.
[1835, 8. 1.
1844, 8. D.
1852, 6. 39.]
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comptroller, the person making the request may

~appeal from his decision to the law officer.

(7.) The law officer shall, if required, hear the
person making the request and the comptroller,
and may make an order determining whether,
and subject to what conditions (e), if any, the
amendmient ought to he allowed.

(8.) No amendment shall be allowed that would
make the specification, as amended, clam an
invention substantially larger than or substan-
tially different from the invention claimed by the
speeification as 1t stood before amendment (f).

(9.) Leave to amend shall be conclusive as to
the right of the party to make the amendment
allowed, except in casc of fraud(g); and the
amendment shall 1n all cowrts and for all purposes
be deemed to form part of the speeitication (h).

(10.) The foregoing provisions of this section
do not apply when and so long as any action for
infringement or other legal proceeding 1m relation
to a patent 1s pending (i). |

(a) Upon this section, see Introductory Chapter on Amend-
ments (anfe, p. 15). The following rules regulate the pro-
cedure :—

P.R. 48.—¢“ A request for leave to amend a specification
“ shall bo signed by tho applicant or patenice and accom-
‘“ panied by a copy of the original specification and draw-
‘““ ings, showing in red ink the proposed amendment, and shall
‘ pe advertised by publication of the request and the nature
‘““ of the proposed amcudment in the official journal of tho
‘¢ Patent Office, and in such other manner (if any) as the
‘“ comptroller may 1n each case divect.” (Sce Iorm I, post,
p. 221.)

P.R. 49.— A notice of opposition to the amendment shall
‘“ state tho ground or grounds on which the person giving
‘“ such notice (hereinafter called the opponent) intends to
““ gpposc the amendment, and shall be signed by him. Such
‘“ notice shall state his address for service in the United
‘“ Kingdom.” (Sce IForm G, post, p. 221.)

P.R. §0.— On receipt of such notice a copy thereof shall



PART Il. PATLENTS,

““ be furnished by the comptroller to the applicant or patentee,
‘“ as the case may be (hercinafter called the applicant).”’

P.R, 51.—¢Within 14 days after tho expiration of ono
““month from the first advertisement of the application for
‘““leave to amend, tho opponent shall leave at the Patent
‘“ Offico statutory declarations in support of his opposition,
‘““ and deliver to the applicant a list thereof.”

P.R. 52.—¢ Upon such declarations being left, and such
‘“ list being delivered, the provisions of Rules 356, 87, 38 and
“39 shall apply to the case, and the further proccedings
‘“ therein shall be regulated in accordance with such pro-
‘““ vistons as if they were here repeated.”  (Sece post, p. 163.)

P.R. 53— The decision of the comptroller in the caso
‘“ shall be notificd by him to the parties.”

P.R. 84.—*Where leave to amend is given the applicant
‘“ shall, if the comptroller so require, and within a time to
“bo limited by him, leave at the Patent Office a now
‘“ specification and drawings as amended, to be prepared in
‘““accordance with Rules 10, 28 and 29.7 (See post,
pp. 168, 16G1.)

P.R. 55.— Whero a request for leave to amend is made
‘““ by or in pursuance of an order of the Court or a judge,
‘“an official or verified copy of the order shall be left with
‘““ the request at the Patent Office.”

P.R. 66— Every amendment of a specification shall be
‘““ forthwith advertised by the comptroller in the official jonrnal
‘““of the Patent Office, and 1 such other manner (if any) as
‘“ the comptroller may divect.”

(b) Under this section it would appear that an amendment
of cither the provisional or complete speeification may be
applied for, and even before the patent 1s scaled.  The appli-
cation to amend may be made by an assignee of the patentee;
as, under scet. 46, the term ¢ patenteo’ includes the person
for the time being entitled to the benefit of the patent.

(@) There is now no provision for amendment of the title

of a patent.

(d) For the prescribed manner, see 2. IR, 48, above.

(e) As to conditions, see ante, p. 16.

(f) As to the effect of this provision, see anfe, pp. 17, 18,
and p. 21.

(g) This provision is similar to that i the Patent Law
Amendment Act, 1852, sect, 39, and prevents any ohjection

o)

b
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on the ground that the parly making the amendment had no
authority to do so, unless the amendment has been made
fraudulently.
(h) As to the effect of this provision, see anfe, pp. 19—22.
(1) Where an action is pending, amendment by way of dis-
claimer pending the action is provided for by the following
section 19,

19. In an action for infringement of a patent,
and i a procecding for revocation of a patent,
the Court or a judge may at any time order
that the patentee shall, subject to such terms
as to costs and otherwisc as the Court or a
judge may impose, be at liberty to apply at the
Patent Office for leave to amend his specification
by way of disclaimer, and may direct that m the
meantime the trial or hearing of the action shall
be postponed.

As to the effect of this section, and the terms which
would probably be imposed under it, sce anfe, pp. 22 and 23,
The application for leave to amend, if necessary, should be
made immediately after the delivery of the particulars of
objections in the action.

20. Where an amendment by way of dis-
claimer, correction, or cxplanation, has been
allowed under this Act, no damages shall be
given 1n any action 1n respect of the use of the
mvention before the disclaimer, correction, or
explanation, unless the patentee establishes to the
satistaction of the Court that his original claim
was framed in good faith and with reasonable
skill and knowledge.

This section applies to amendments made both in the
ordinary way and also pending an action. But it appears
that where the amendment is only by way of correction or
explanation, and tho original claim is not touched, damages

would be obtainable for prior infringements, notwithstanding
such amendment (see anfe, p. 20V,



PARYT 11, PATENTS,

1. Every amendment of a specification shall
be advertised in the prescribed manner.

See P. R. 56, ante, p. 67.

Compulsory Licenses.

2. 1 on the petition of any person interested
1t 15 proved to the Board of Trade that by reason
of the detfault of a patentee to grant licenses on
reasonable terms—
(«) The patent is not being worked in the
United Kingdom ; or

(0) The reasonable requirements of the public
with respect to the mvention cannot be
supplied ; or

(¢) Any person 1s prevented from working or

using to the best advantage an ivention

of which he 15 possessed,
the Board may order the patentce to grant licenses
on such terms as to the amount of royalties, sceu-
rity for payment, or otherwise, as the Board,
having regard to the nature of the mvention and
the circumstances of the case, may deem just, and
any such order may be enforced by mandamus.

The procedure under this scetion is provided for by I’. R.
57—063, as follows :—

P.R. 57.—*“ A ypetition to the Board of Trade for an order
““ upon a patentee to grant a license shall show clearly the
“ nature of the petitioner’s interest, and tho ground or
““ orounds upon which ho claims to be entitled to relief, and
‘“ shall state in detail the circumstances of the case, the terms
‘‘ upon which he asks that an order may be made, and the
“ purport of such order.”

P.R. 58.—¢ The petition and an examined copy thereof
““ shall be left at the Patent Office, accompanied by the
‘“ affidavits, or statutory declaration: and other documentary
“ gvidence (if any) tendered by the y :fitioner in proof of the
“ alleged default of the patenteo.’”

P.R. 59.—¢ Upon perusing the petition and evidence,
‘¢ ynless the Board of Tradeshall be of opinion that the order
‘“ should be at once refused, they may require the petitioner

Y

Advertise-
ment of

amendment.

Power for
Board to order
grant of
licenses.
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““ to attend before the comptroller, or other person or persons
‘“ appointed by them, to receive his or their directions as to
‘¢ further proceedings upon the petition.”

P.R. 60.—«If and when a primd facie case for reliet has
¢ heen made out to the satisfaction of the Board of Trade, the
‘“ potitioner shall upon their requisition, and on or before a
‘““ day to be named by them, deliver to the patentee copies of
‘¢ the petition and of the affidavits or statutory declarations
‘“ and other documentary evidence (if any) tendered in sup-
‘“ port thereot.”

P.R. 61.—¢ Within fourteen days after the day of such
‘“ delivery the patentee shall leave at the Patent Oflice his
‘“ aflidavits or statutory declarations in opposition to tho
‘¢ petition, and deliver copies thereof 1o the petitioner.”’

P.R. 62— The petilioner within fourteen days from such
““ delivery shall leave at the ’atent Office his affidavits, or
‘“ statutory declarations in reply, and deliver copies thereof to
‘“ the pefitionor ; such last-mentioned affidavits or declarations
“ shall bo confined to matters strictly in reply.”

P.R. 63.—¢ Subject to any further directions which tho
‘““ Board of Trade may give the parties shall then be heard at
‘“ such time, before such person or persons, in such manner,
‘“ and 1n accordance with such procedure as the Board of
‘“ Trade may, in the circumstances of the case, direct, but so
‘“ that full opportunity shall be given to the patentee to show
‘ cause against the petition.”

For forms of application and petition, seo Forms I and 1,

post, p. 222.

Leqister of Patlents.

23.—(1.) There shall be kept at the Patent
Officc a book called the Register of Patents,
wherein shall be entered the names and addresses
of grantces of patents, notifications of assignments
and of transmissions of patents, of licenses under
patents, and of amendments, extensions, and revo-
cations of patents, and such other matters affecting
the validity or proprietorship of patents as may
from time to time be prescribed (a).

(2.) The register of patents shall be primd facie
evidence of any matters by this Act directed or
authorized to be inserted therein (b).

(3.) Copies of deeds, licenses, and any other
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documents affecting the proprictorship in any

§ 23.

letters patent or in any license thercunder, must ——

be supplied to the comptroller in the preseribed
manner for filing in the Patent Office (¢).

(2) The procedure with regard to registration, and tho
matters which are to be registered, &e., are provided for by
P. . 64—76, as follows :—

P.R. 64— Upon the scaling of a patent tho comptroller
‘““ ghall eause to be entered in tho Register of Patents the
““name, address, amd description of the patentec asthe granteo
¢ thereof, and thoe titlo of the invention.”

P.R. 65.—“ Where a person becomes entitled to a patent
‘“ or to any share or interest therein, by ussignment cither
““ throughout the United Kingdom and the Isle of Man, or
“ for any place or places therein, or by transmission or other
‘““ operation of law, a request for the entry of his name 1n tho
‘“ register as such complete or partial proprietor of the patent,
“ or of such sharo or interest therecin, as the case may Dbe,
‘¢ shall bo addressed to the comptroller, and left at the L’atent
‘¢« Office.” (For Form of Request, seo post, p. 22:1.)

P.R. 66.— Such request shall in the case of individuals bo
“ made and signed by the person requiring to be registered as
‘“ proprietor, or by his agent duly authorized to the satisfac-
“ tion of tho compiroller, and in the case of a body corporate
‘“ by their agent, authorized in like manner.”

P.R. 67.—“Every such request shall state the name,
¢ address, and deseription of the person claiming to be en-
“ titled 1o the patent, or to any share or interest therein, as tho
“ case may be (hereinafter called the claimant), and the par-
““ ticulars of tho assignment, transmission, or other operation
‘« of law by virtue of which he requires o bo entered in the
“ register as proprictor, so as to show the manner in which,
‘“ and tho porson or persons to whom, the patent, or such
“ share or interest therein as aforesaid, has been assigned or
‘““ transmitted.”’

P.R. 68— Iivery assignment and every other document
“ containing, giving efiect to, or being cvidence of, the trans-
“ mission of a patent or affecting tho proprietorship thereof ag
“ claimed by such request, oxcept such documents as are
‘““ matters of record, shall be produced to the comptroller,
“ togethor with the request above prescribed, and such other
““ proof of title as ho may require for his satisfaction.

““ As to a document which is a matter of record, an official
“ or cortified copy thercof shall in liko manner be produced
‘“ to the comptroller.”
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P.R. 69.—¢ Thore shall also be left with the request an
“ examined copy of the assignment or other document above

““ required to be produced.
¢ As to a document which is a matter of record, an official

“ or certificd copy shall be left with the request in lieu of an
‘“ examined copy.”’

P.R. 70.—“ A body corporate may be registered as pro-
‘“ prictor by its corporate name.”

P.R. 71.—* Where an order has been made by her Majesty
““ in Council for the cxtension of a patent for a further term
““ or for the grant of a new patent, or where an order has been
‘““ made by the Court for the revocation of a patent or tho
‘“ yectification of the register under section 90 of the said Act,
““ or otherwise affecting the validity or proprietorship of tho
““ patent, the person in whose favour such order has been made
‘“ shall forthwith leave at the Patent Oflice an office copy of
““ such order. The register shall thercupon be rectified or the
“ purport of such order shall otherwise be duly entered in
““ the register, as the caso may be.”

P.R. 72— Upon the issue of a certificate of payment under
‘“ Rule 45, the comptroller shall cause {o be entered in tho
““ Register of Patents a record of the amount and date of pay-
““ ment of the fee on such certificate.”

P.R. 73— If a patentee fails to make any prescribed pay-
‘“ ment within the prescribed time or any cnlargement thereof
‘“ duly granted, such failure chall he duly entered in the
‘“ register.”’
PR. 74— An cxamined copy of every license granted
‘““ under a patent shall he left at the Tatent Office by the
‘“ licensee, with a request that a notification thercof may bo
‘““ entered in the register. The licensee shall eause the accu-
““ racy of such copy to be certified as the comptroller may
‘““ diveet, and the original license shall at the same tihme bo
¢ produced and left at the Patent Oflice if required for further
““ verification.” (I'or IYorm of Request, sce post, p. 225.)
P.R. 76.—“The Register of Patents shall be open to the
‘“ Inspoction of the public on every weeck day between the
‘“ hours of ten and four, except on the days and at the times
‘“ following :—
“ («) Christmas Day, Good Iriday, the day observed as
““ her Majesty’s birthday, days observed as days of
‘“ public fust or thanksgiving, and days observed as
‘“ holidays at the Bank of England ; or
“(0) Days which may from time to time be notified by a
““ placard posted in a conspreuous place at the Patent
‘¢ Office;
“(¢) Times when the register is required for any purpose
“ of official use,”
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P.R. 76.—¢ Certified copics of any entry in the register, or
‘““ certified copies of, or extracts from patents, specifications,
‘“ disclaimers, affidavits, statutory declarations, and other
‘“ public documents in the Patent Oflice, or of or from
‘“ registers and other books kept there, may be furnished by
‘“ the comptroller on payment of the prescribed fee.”

Under these Rules there are to be registered, in addition to
the matters specially mentioned i1 scct. 23, notifications of
the following matters, viz. :—

Rectifications of register under sect. 90 ;
Pavments of fees on renewals of patents ;
Ifailures to make prescribed payments.

As to rectification of the register, see sect. 90 ( posé, p. 136).

Under the Patent Law Amendment Act two registers havo
been kept at the Patent Office—the register of patents and
the register of proprictors; in the former of which entries
have been made of oflicial acts and matters relating to letters
patent, and in the latter of which have been entered in full
copies of deeds affecting the property in letters patent.

Under this section a single register called the Register of
Patents is to be kept, which will combine the functions of tho
two former registers, and of which these former rogisters are
to be deemed part (under sect. 114).

With regard to the matters to bo registered in the Register
of Patents, it 18 to be particularly noticed that, whereas in tho
old register there wero to be entered ¢“the assignment of any
letters patent > and ‘¢ any license under letters patent,” under
the new Act there are to be entered merely “notifications ” of
assignments, transmissions and licenses ;. full copies being,
Liowever, supplied for filing in the Patent Office.

Hence it may bo presumed that the new Register of Patents
will be of much less formidable dimensions than the old
registoer.

IFrom sect. 83, it would appear that the legal estate only in
the patent is to be the subject of registration, and no natico
of any trust is to bo permitted to appear on the register.

(b) By this sub-scct., the Register of Patents is made primd
Jucie evidence of any matters by the Act directed or autho-
rized to be inserted thercin; and by sect. 89, a certified copy
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of any entry in the register is to be admitted in ovidence

without production of the register itself.

The corresponding provision of the Patent Law Amendment
Act was to tho effect that certified copies of entries should be
proof of the assignment or proprietorship as therein expressed.

Tt is to bo obsorved that the proviso in sect. 35 of the Patent
Law Amendment Act, that until an entry in the register 1s
made the grantce of the patent is to bo presumed to bo the
proprietor, finds no place in the present Act. The Act says
that certain matters ¢“ shall be entered’ in the register; but
to the direclion, no sanction appears to be attached. It would
soem, therefore, to be in the nature of a direction to the
officials of tho Patent Office, and tho registration of assign-
ments, &e. appears to be not obligatory on proprictors as a
condition precedent to a right of action. But it should be
noticed that, under sect. 87 (post, p. 185), the registered pro-
prietor has the absolute right of dealing with the patent, sub-
ject to existing equities.

(¢) Seoe P. . 64—T74, ante, pp. 71 and 72.

Jees.

34, —(1.) There shall be paid in respeet of the
several instruments desceribed 1 the Second Sche-
dule to this Aect, the fees in that schedule men-
tioned, and there shall likewise be paid, 1 respect
of other matters under this part of the Aect, such
fees as may be from time to tume, - with the sane-
tion of the Treasury, prescribed by the Board of

" Trade(a); and such fees shall be levied and paid

to the account of her Majesty’s Eixchequer in such
manner as the Treasury may from time to time
direct.

(2.) The Board of Trade may from time to time,
1f they think fit, with the consent of the Treasury,
reduce any of those fees.

(a) The fees thus prescribed will be found in tho TFirst
Schedule to the P. IR., post, p. 203.  All fees are payable by
stamped forms, which may be obtained at various post offices
(seco list, post, p. 215).
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With regard to tho payment of fees on renowal of patents,
P. RR. 42—45 provide as follows :—

P.R. 42— If a patentee intends at the expiration of the
‘“ fourth or eighth year from the date of his patent to male
‘“ the prescribed payment for kecping the same in forece, he
‘“ shall, seven days at least before such expiration, give notico
‘““ to the eomptroller of such intention, and shall, belore the
¢“ expiration of such fourth or ecighth ycar, as the case may
‘““ be, leave at the Patent Office & form of certificato of pay-
‘““ ment, duly stamped, subject as hereinafter provided, with
‘“ the prescribed fee of 507, or 1007., as the case may be.”

P.R. 43.—* In the case of patents granied before the com-
‘“ mencement of the said Act, the above LRlule shall be read as

‘““if the words ‘scvonth yecar’ were therein written instead
“ of the words ‘eighth year.””?

P.R. 44.—“ 1t the patentce intends to pay annual feesin
‘“ lieu of the above-mentioned fees of 50/ and 100/, he shall,
‘““ seven days at least before the expiration of the fourth and
““ cach succeeding year during the term of tho patent, until
““ and 1neclusive of the thirteenth year thercof, give notice to tho
‘“ comptroller of such intention, and shall, before the expira-
‘“ tion of such respective periods as aforesaid, leave at tho
“ Patent Office a form of certificate of payment, duly stamped,
‘““ with the fee prescribed to be paid at such periods respec-
“ tively.”

P.R,45.—“ On duc compliance with thesc Rules, and as
‘“ goon as may be after such respective periods as aforesaid,
‘““ or any enlargement thereof respectively duly granted, the
‘““ comptroller shall give to the patentec a certificate that tho
‘“ prescribed payment has been duly made.”

Lixtension of Term of Patent.

2h.—(1.) A patentee (a) may, after advertising
in manner directed by any Rules made under this
section (b) his intention to do so, present a petition
to her Majesty in Council, praying that his patent
may be extended for a further term; but such
petition must be presented at least six months
before the time limited for the expiration of the
patent.

(2.) Any person may enter a caveat, addressed
to the Registrar of the Council at the Council
Office, against the extension.

§ 24.

Extension of
term of patent
on petition to
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Council.

[1835, 8. 4.
1839, 8. 2.
1844, 8s. 2, 3.]
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(3.) If her Majesty shall be pleased to refer

the Privy Council, the said Committee shail pro-
ceed to consider the same, and the petitioner and
any person who has entered a caveat shall be
entitled to be heard by himself or by counsel on
the petition.

(4.) The Judictal Committee shall, in con-
sidering their decision, have regard to the nature
and merits of the invention in relation to the
public, to the profits made by the patentee as
such, and to all the circumstances of the case (c?]

(5.) If the Judicial Committee report that the
patentee has been inadequately remunerated by
nis patent, it shall be lawful for her Majesty in
Council to cxtend the term of the patent for a
further term not exceeding seven, or in excep-
tional cases fourteen, years; or to order the grant
of a new patent for the term therein mentioned,
and containing any restrictions, conditions, and
provisions that the Judicial Committee may think
fit (d). |

56)) It shall be lawful for her Majesty in
Council to make, from time to time, rules of pro-
cedure and practice for regulating proceedings on
such }l)]etitions, and subject thereto such proceed-
ings shall be regulated according to the existing

procedure and practice in patent matters of the

Judicial Committee (b).

(7.) The costs of all parties of and incident to
such proceedings shall be in the discretion of the
Judicial Committee; and the orders of the Com-
mittee respecting costs shall be enforceable as if
they were orders of a division of the High Court
of Justice.

(a) The term ‘‘patentee’ must here, as elsewhere, be read
a8 defined in sect. 46, so that this clavse would read ¢ The
“ person for the fime being entitled to the benefit of a patent
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‘“may,” &c. Henceit appears that the petition should be pre-
sented by the person or persons, or company, or other body
beneficially entitled to the patent, and that & bare legal
estate need not be represented, although it generally would
be. It may be assumed that the new patent would probably
be graated to the person beneficially entitled. Heretofore
the proper person to petition, and the person to whem the new
lettors patent were generally granted, where the original
patentee had parted with his interest, has been the legal
assignee.¥

(b) No Rules have at present been made under this section,
and the old Rules are therefore still in force. For these Rules,
see, post, pp. 171.

(¢) Sub-sects. 4 and 5 indicate generally that, in order to
entitle a person to extension of his patent, it must be shown
that the profits derivea from the patent have been inadequate,
having regard fo the nature and ments of the invention.
This has always been required ; but the explicit statement of
this requisite would seem to show that it is intended to make
i1t the main factor in the question. But as ‘“all t'.e circum-
stances of the case’ are to be considered, no great change of
practice is necessarily involved.

The circumstances and considerations to which weight has
been chiefly given heretofore are as follows :—

(1.) It must be shown that the invention is a meritorious

invention of practical utility.

(2.) A primd facie case of validity must be made out, but
unless ground of invalidity is clearly shown, doubts
as to validity will not generally be considered.t

(3.) 1t must appear that all reasonable means have been
used to make the invention productive.}

(4.) It must-be shown that, having regard to the nature and

h P i P Ee—

% Re Wright' s Patent,1W. 2. C. 561 ; Re Southworth's Patent,
1 W. P. C. 487; Re Pettit Smith’s Patent, T M. P. C. C. 133;
Re Newton's Patent, 14 M, P. C. C. -156.

t Re Woodcroft's Patent, 2 W. P. C. 30; Re Pinkus’ Patent,
12 Jur. 234 ; Re Heath’s Patent, 2 W, P. C. 247; Re Bett's
Patent, 1 M. P. C. C,, N. 8. 49; Re Hills Patent, 1 M. P.
C.C., N. 8. 262; Re McInne's Patent, 5 M.P.C. C.,, N. 8. 72.

1} Re Honiball's Patent, 9 M. P. C. C. 393; Re Norton’s
Patent, 1 M. P. C. C,, N. S. 339.

7

§25.
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merits of the invention, the patentee’s remuneration
has been inadequate, owing to the circumstances of
the case, such as opposition by the public,* adverse
litigation,{ or pecuniary embarrassment.]

In considering the remuneration of the patentee, it is to be
observed that regard is to be had to the profits made by the
patentee as such ; that is to say, profits made by reason of the
existence of the patent, over and above mere manufacturer’s
profits, which might have been made without the existence of
any patent.

In considering the profits of the patentee as such, it would
appear that the following, amongst other items, may be
deducted from the gross profits :—

(1.) Manufacturer’s profit.§

(2.) Value of patentee’s time expended on patents, or to

obtain the profit.|

(3.) Cost of introducing the invention.§

(4.) Cost of patent and experiments, litigation, &e.¥¥

A clear statement of all the profits is required, and it has
been held that the statement must include profits from foreign
patents for the invention.}t But where an assignee applying
for extension is not the owner of the foreign patents, profits
from such patents would not be profits made by ¢ the
patentee,”’ for the real patentee would not in such case be the
‘““ patentee ”’ within the meaning of the Act under sect. 46.

% Re Slafford’s Patent, 1 W. P. C. 563 ; Re Roberts’ Patent,
1 W. P. C. 573.

TRe Pettit and Smith’s Patent, 7 M. P. C. C, 133; Re
Heath’s Patent, 8 M. P. C. (. 217.

1 Re Wrzght’s Patent, 1 W. P. C. 575; Re Downton’s
Patent, 1 W. P. C. 565.

§ Re Galloway’s Patent, 1 W. P. C. 729 ; Re Betl's Patent,
1 M. P.C.C, N. 8. 49.

| Re Roberts Patent, 1 W. P. C. 575; Re Carr’s Patent,
L. R.,, 4 P. C. 539.

q RePaoZe3Patent 4 M. P. C. C, N. 8, 452.

*% Re Roberts’ Patent 1'W. P. 0 070; Re Kay's Patent,
1W. P.C.572; Re GaZZowaysPatent 1W. P. G 729; Re

-Bett’s Patent, 1 M.P. C. C, N. S. 49; Re Hills Patent 1

M. P.C C, N. 8. 258.
i Re Adair’ s Patent, 6 App. Cas. 176 ; Re Johnson’s Patent,

8§ M. P.C. C, N. 8. 291.
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(d) In the past conditions have been inserted, amongst
other things—

(1.) As to the use of the invention in her Majesty’s service
(but the insertion of this condition has been some-
times refused).*

(2.) Asto the price at which the patented articles were to
be sold.t

(3.) Generally, as to any matters in which it might be

| requisite to securs the rights or interests of inventors,
licensees, and other parties interested in the patent.]

Probably, as under sect. 27 a patent is in future to bind

the Crown, no condition as to use by the Crown of the
invention will in future be generally imposed.

Revocatz'on.

26.—(1.) The proceeding by scire facias to
repeal a patent is hereby abolished.

(2.) Revocation of a patent may be obtained on
petition to the Court (agi

(3.) Every ground (b) on which a patent might,
at the commencement of this Act, be repeaied by
scire facias shall be available by way of defence
to an action of mfringement and shall also be a
osround of revocation.

(4.) A petition for revocation of a patent may
be presented by—

() The Attorney-General in England or Ire-
land, or the Lord Advocate in Scotland :

(0) Any person authorized by the Attorney-

* Re Hardy’s Palent, 6 M. P. C. C. 441.

t Re Pettit Smeth’s Patent, 7T M. P. C. C, 133 ; Re Car-
penter’s Patent, 2 M. P. C. C., N. 8. 191 (n.); Re Lancaster’s
Patent, 2 M. P. C. C,, N. 8. 189.

1 Re Herbert's Palent, 4 M. P. C. C., N. S. 300; Re Mallet's
Patent, 4 M. P. C. C.,, N. 8. 175; Re Bodmer’s Patent, G
M. P. C. C. 441 ; Re Normandy's Patent, 9 M. P. C. C. 452;
Re Maykwith’s Paient, 13 M. P. C. C. 310; Re Wright's Patent,
1 W. P. Q. 561; Re Whitehouse’s Patent, 1 W. P. C. 473.

79
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General in England or Ireland, or the Lord
Advocate in Scotland : —

(¢) Any person alleging that the patent was
obtained in fraud of his rights, or of the rights
of any person under or through whom he
claims:

(d) Any person alleging that he, or any person
under or through whom he claims, was the
true inventor of any invention included in
the claim of the patentee:

(¢) Any person alleging that he, or any person
under or through whom he claims an interest
in any trade, business, or manufacture, had
publicly manufactured,used, orsold,within this
realm, before the date of the patent, anything
claimed by the patentee as his invention (e).

(5.) The plaintiff must deliver with his petition
particulars of the objections on which he means
to rely ((jd)’ and no evidence shall, except by leave
of the Court or a judge, be admitted in proof of
any objection of which particulars are not so de-
livered.

(6.) Particulars delivered may be from time
to time amended by leave of the Court or a
judge (eqa)

8’7 .) The defendant shall be entitled to begin,
and give evidence 1n support of the patent, and if
the plaimntiff gives evidence 1mpeaching the vali-
dity of the patent the defendant shall be entitled
to reply. ‘

(8.) Where a patent has been revoked on the
ground of fraud, the comptroller may, on the ap-
plication of the true inventor made in accordance
with the provisions of this Act, grant to him a
patent in hieu of and bearing the same date as the
date of revocation of the patent so revoked, but
the patent so granted shall cease on the expiration
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of the term for which the revoked patent was
granted (f).

(a) The practice of the repeal of patents by scire facias has
fallen of late years into almost entire disuse. As one cause
of this may be mentioned the great expense with which the
proceedings have been attended; but probably the chief
reason i8 to be found in the fact that a disclaimer may be
made during the proccedings, which may cure any defects of
want of novelty in parts of the invention claimed, or want of
insufficient distinction in the specification of what is new from
what is old.

Under this Act revocability is made one of the incidents of
a patent, and revocation may be obtained on petition to the
Court with even less expense than would be incurred in an
ordinary action for infringement of the same patent.

The proceedings at the trial will be of much the same kind
and in the same order as in an action for infringement, except
that the issue of irfringement will be wanting.

Disclaimer during the proceedings, for the purpose of vali-

dating the patent, is still to be allowed under sect. 19, sub-
sect. 1; but probably in most cases, where amendment during
the proceedings 18 allowed, it will be on terms of the patentee
paying costs previous to disclaimer. Leave to disclaim, if
necessary, should be applied for immediately after the delivery
of the petitioner's particulars, |

(b) As to the grounds on which a patent might be held
invalid, see anfe, pp. 24—28. This section defines the con-
ditions under which a patent under the Act is valid or invalid,
geo ante, p. 9J.

(¢) The persons mentioned in paragraphs (¢), (d), and (e)
of this sub-section may pregent a petition for revocation as of
right ; but any other person must obtain leave to present his
petition, as mentioned in paragraph (3).

(A) These particulars will be similar to those in an action
for infringement; as to which, see sect. 29, note (4), post,
P. 8o.

(@) As to conditions on which amendment of particulars is
allcwed, see note (¢) to sect. 29, post, p. 86.

(f) This completes the remedy provided for an inventor
B. G

'w
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§ 26,  against a person who fraudulently obtains or seeks to “btain
a patent for the invention ; as to which, see anfe, pp. 12—14.

Crown.

Patenttobind 27 .—(1.) A patent shall have to all infents the
Crown. like effect as against her Majesty the Queen, her
. heirs and successors, as it has against a subject.

(23 But the officers or authorities administering

any department of the service- of the Crown may,

by themselves, their agents, contractors, or others,
at any time after the application, use the inven-
tion for the services of the Crown on terms to be
before or after the use thereof agreed on, with the
approval of the Treasury, between those officers
or authorities and the patentee, or, in default of
such agreement, on such terms as may be settled
by the Treasury after hearing all parties interested.

This section makes an important change in the law. Hitherto
a patent has been held not to affect the right of the Crown to
use any invention without compensation to the patentes,
although, as a matter of facs, such compensation has nearly
always been given.* DBut it has further been held that a
person who supplied patented articles to the Crown under a
contract did not stand in the same position as the Crown, and
was liable to the patentee.t The effect of the above section
seems, however, to be as much in favour of the Crown as of
: the patentee, as it places the patentee at the mercy of the
Treasury, not only as heretofore in cases in which the Crown
itself becomes the user or manufacturer of the invention, but
also in cases where the Crown is supplied through a manufac-
turer under a contract; in which latter case, the patentee has
been able heretofore to make his own terms with such manu-
facturer.
This section does not apply to patents granted or applied
for before the 1st January, 1884 (see sect. 45, sub-sect. 2,

post, p. 95).

¥ Feather v. The Queen, 6 B. & S.257; 35 L. J., Q. B. 200,
t Dixon v. London Small Arms Company, 1 App. Cas. 632.
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Legal Proceedings.

28.—(1.) In an action or proceeding for in-
fringement or revocation of a patent, the Court
may, if it thinks fit, and shall, on the request of
either of the parties to the proceeding, call in the
aid of an assessor specially qualified, and try and
hear the case wholly or partially with his assist-
ance ; the action shall be tried without 2 jury
unless the Court shall otherwise direct.

(2.) The Court of Appeal or the Judicial Com-
mittee of the Privy Council may, if they see fit,
in any proceeding before them respectively, call
in the aid of an assessor as aforesaid.

(3.) The remuneration, if any, to be paid to an
assessor under this section shall be determined by
the Court or the Court of Appeal or Judicial Com-
mittee, as the case may be, and be paid in the

same manner as the other expenses of the execu-
tion of this Act.

The Judicature Act, 1873, sect. 56, gives the Court or the
Court of Appeal power to call in the aid of an assessor. The
above section of the present Act goes beyond this, in that
either party upon the trial may demand, as of right, that an
assessor shall be called in ; and the Judicial Committeo has also
power to call in an assessor. And a further point of import-
ance is, that the right to a jury is taken away, though this
right has been rarely exercised of late.

It should be noted that an action for infringement of a
patent has been held to be a matter requring scisntific 1n-
vestigation wiili: sect. 57 of the Judicature Act, 1873,* and
as such, th: issues 1o it may be referred under that section

83

Hearing with
f188E880T,
(SeeJud. Act,
1873, &8, 66,

67.]

to an officizl wr wnecial referee for trial under that section.

(See R. 8. .. 1485, Ord. XXX VL r. 5.)
29.—(1.) In an action for infringement of a
patent the plaintiff must deliver with his statement

* Neo Scsz‘; v. The Gloucester TVagonJ C'o;;zprmy, W. N,
1880, p. 28.

G 2

Delivery of
partic .
{1835, rs. 5,6
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§ 29, of claim, or by order of the Court or the judge, at
[1852, s, 41, any subsequent time, particulars of the breaches
43.] complained of (a).

(2.) The defendant must deliver with his state-
ment of defence, or, by order of the Court or a
judge, at any subsequent time, particulars of an
objections on which he relies in support thereot (bgr

(8.) If the defendant disputes the validity of
the patent, the particulars delivered by him must
state on what grounds he disputes 1t, and f one
of those grounds is want of novelty must state the
time and place of the previous publication or user
alleged by him (b).

(4.) At the hearing no evidence shall, except
by leave of the Court or a judge, be admitted in
proof of any alleged infringement or objection of
which particulars are not so delivered.

(5.) Particulars delivered may be from time to
time amended, by leave of the Court or a judge(e).

(6.) On taxation of costs regard shall be had to
the particulars delivered by the plaintiff and by
the defendant ; and they respectively shall not be
allowed any costs in respect of any particular
delivered by them unless the samc 1s certified by
the Court or a judge to h:ve been proven or to
have been reasonable and proper, without regard
to the general costs of the case.

No alteration of importanceis madein the proceedings prior
to and upon the trial of actions for infringement of patents,
but by the new Rules of the Supreme Court, 1883, under
which the length of pleadings is very much cut down, the
pleadings become short and purely formal.

(a) Particulars of breaches should be such asto give full,
fair and distinct notice of the case of alleged infringement.*
They should inform the defendant, on the one hand, what

L SRR —

* Needham v. Oxley, 1 H. & M. 248; Batley v. Kynock, L. R.,
19 Fq. 229.
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machines (for instance) made, used or sold by him arealleged
to infringe,* and, on the other hand, what portion of the
plaintifi’s invention is alleged to be infringed.} The latter
information should be given, where practicable, by reference
to the claiming clauses, or to pages and lines of the plaintifi’s
specification.

(b) Particulars of objections with regard to novelty must
state time and place of alleged prior user or publication. In
addifion to this, according to the existing practice, they should
generally specity which portions of the plaintiff’s invention are
alleged to be anticipated, by reference to the claiming clauses
or pages and lines of hisspecification, 1f necessary, and should
also point out which portions of the publications are alleged to
be anticipatory, by reference to pages and lines, 1f nocessary.}

¥ Jones v. Lee, 25 1.. J., Ex. 241,

Wrenv. Weild, 4 Q. B. 213. !

t Fisher v. Dewick, 4 Bing. N. C. 708; Hull v. Bolland, 1
H. & N. 134; Heath v. Unwin, 10 M. & W. 684; Sugg v.
Silber, 2 Q. B. D. 493 ; Russell v. Ledsam, 11 M. & W, 647 ;
Flower v. Lloyd, 45 L. J., Ch. 746 ; Plimpton v. Spiller,
20 Sol. Journ., 1876, p. 860; London and Leicester Hostery
Company v. Higham, not reported, but see ‘‘ Engineering,”
6th July, 1883. 'The following 1s ashort report of the case:—

London and Leicester Hosiery Company v. fligham, Q. B. D.
1882.—L.—No. 2,680.

3rd July, 1883. Coram, Lord Coleridge, 1.. C. J., and
Denman and Manisty, JJ.

This was a motion on behalf of the defendants by way of
appeal from an order of Huddleston, B., at chambers, by which
defendants were ordered to deliver further and better par-
ticulars of objections, by stating what portions of the speci-
fications in the particulars already delivered were alleged to
anticipate the plaintiff’s inventions, with references to pages
and lines of such specifications; and also what portions of the
plaintifi’s inventions were alleged to have been published or
used prior to the dates of the several letters patent of the
plaintiffs therefor, with reference to the claiming clauses of
the specifications of such letters patent.

Clement Higgins for the appellant.

W. R. Bousfield for the respondents, was not heard.

Lord Coleridge. L. C. J., said that nothing in the world was
ever more reasonable than the order complained of. I. the
defendant pleaded honestly, he must needs know what he

§ 20.
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Order for
Ispection,
&e. in action.
[1852, 5. 42.1
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And they should also generally give names and addresses of
persons by whom prior user is alleged.*

If the particulars delivered are not sufficiently precise, the
proper course is to apply for an order for further and better
particulars, since the generality of the particulars cannot be
objected to at the trial, and any evidence which is within the
scope of the particulars will be admitted.}

Interrogatories may also be administered to obtain further
information than is afforded by the particulars. §

(¢) Where the defendant applies for leave to amend his
particulars of objections, by adding other instances of prior
user or publication, the order is now made upon terms of the
plaintiff having a certain time within which Lo wmay elect
whether he will discontinue his action, and that, if he elect to
discontinue, he shall have costs incurrec. rmnce the time yhen
the first particnlars of objection were delivered. §

30. In an action for infringement of a patent,
the Court or a judge may on the application of
cither party make such order for an injunction
ingpection or account, and impose such terms and
give such directions respecting the same and the

proceedings thereon as the Court or a judge may
see fit.

Under the Rules of the Supreme Court, 1883, Ord. L. r. 3,
the Court or a judge has power to order inspection in any cause
or matter, ‘‘of any property or thing, being the subject of
such cause or matter, or as to which any question may arise

roally relied on, and that being so, it was only fair that he

should give the required information. The appeal must be
dismissed with costs.

Denman and Manisty, JJ., concurred.

* Gallowayv. Bleaden; 1 W. P. C. 268 (n.) ; Palmer v. Cooper,
9 Exch. 231; Penn v. Bibby, 1 Eq. 548; Birch v. Mather,
22 Ch. D. 629, and on appeol, W. N. 1883, p. 2.

t Neilson v. Harford, 8 M, & W. 806. |

t Birch v. Mather, 22 Ch. D. 629, and on appeal, W. N.
1883, p. 2.

§ Edison Telephone Company v. India Rubber Company, 17
Ch. D. 137, where the form of order is given in note on p. 139.
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therein, and for all or any of the purposes aforesaid to autho-  § 80,
rize any persons to enter upon or into any land or building in
the possession of any party to such cause or matter, and for all
or any of the purposes aforesaid to authorize any samples to
be taken, or any observation to be made or experiment to be
tried, which may be necessary or expedient for the purpose of
obtaining full information or evidence.”’

This Rule, together with the above section of the present
Act, appears to give the widest discretion in the matter of
inspection. The section is in nearly the same words as the
correspording section of .the Patent Law Amendment Act,
1852, under which orders for inspection have been made of
both the defendant’s premises, machinery, ard processes, and
also of plaintiff’s machinery, made according to his patented
invention.*

When inspection would discloso important trade secrets,
leave has been refused.f Ae ito the course which may be

taken in such cases, sce Badische Anilin und Soda Fabrik v.
Levinstein, 24 Ch. D. 156.

31. In an action for infringement of a patent, Certificato of
the Court or a judge may certify that the validity yahdity qyes-
of the patent came in question; and if the Court costs thereon.
or a judge so certifies, then in any subsequent ac- EIB%:;?, :'ﬁ;_?]
tion for infringement, the plaintiff in that action -
on obtaining a final order or judgment in his
favour shall have his full costs charges and ex-
penses. as between solicitor and client, unless the
Court or a judge trying the action certifies that he
ought not to have the same. .

32. Where any person claiming to be the Remedyin
patentee of an invention, by circulars advertise- Sroe>

groundless

ments or otherwise threatens any other person threatsof
with any legal proceedings or liability in respect . Sgings.

of any alleged manufacture use sale or purchase

% See Bovill v. Moore, 2 Coop. C. C. 56 (n.); Russell v.
Cowley, 1 W. P. C. 468; Davenport v. Jepson, 1 N. R. 307 ;
Singer Sewing Machine Company v. Wilson, 5 N. R. 505.

t Piggott v. Anglo-American Telegraph Company, 19 L. T.,

Rep. (N. 8.) 46.
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of the invention, any person or persons aggrieved

" thereby may bring an action against him, and may

Patent for ono
invention
only.

obtain an injunction against the continuance ot
such threats, and may recover such damage (i
any) as may have been sustained thereby, if the
alleged manufacture, use, sale, or purchase to
which the threats related was not in fact an in-
fringement of any legal rights of the person
making suck threats: Provided that this section
shall not apply if the person making such threats
with due diligence commences and prosecutes an
action for infringement of his patent.

This section introduces an important alteration of law.
Hitherto the law has been that a person who issued circulars
threatening proceedings for infringement, bond fide, might do
go with impunity, and without being answerable for any
damage which might be thereby caused, although, if the
alleged infringement were shown not to be such, he might be
restrained by injunction from continuing to issue such cir-
culars.* In future, however, under this section, if the charge
of infringement be not substantiated, he will be liable to

answer in dawages for any injury caused, unless he brings lus
action for infringement with due diligence.

Miscellaneous.

33. Every patent may be in the form in the
First Schedule to this Act, and shall be granted
for one invention only, but may contain more than
one claim ; but it shall not be competent for any
person 1n an action or other proceeding to take

~ any objection to a patent on the ground that it

comprises more than one invention.

FProvision is made for en inadvertent application in con-
travention of this section by the following Rule :-—

P.R. 23.—‘Where a person making application for a patent
‘ includes therein by mistake, inadvertence, or otherwise,

% Halsey v. Brotherhood, 15 Ch. D. 514 ; affirmed, 19 Ch. D.
336.
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‘““more than one invention, he may, after the refusal of the  § 83,
‘“ comptroller to accept such agf]ication, amend the same so
““ ag to apply to one invention only, and may make application
‘ for separate patents for each such invention accordingly.
‘“ Bvery such application shall bear the date of the first
‘“ application, and shall, together therewith, be proceeded with
‘‘ in the manner prescribed by the said Act and by these Rules,
‘“ ag if every such application had been originally made on
‘t that date for one invention only.”

34.—(1.) If a person possessed of an mvention Patent on
dies without making application for a patent for iéf};‘s’gf;‘gﬂlﬁj
the invention, application may be made by, and a of deceased
patent for the invention granted to, his legal “¥e**"
representative.

(2.) Every such application must be made
within six months of the decease of such person,
and must contain a declaration by the legal repre-
sentative that he believes such person to be the

true and first inventor of the invention.

Form A. (post, p. 218), which is the only form provided
which is applicable to an application under this section, seems
hardly suited to the circumstonces of the case, but must be
used under sect. 5 (anfe, p. 50). The application must be
accompanied by proof of the applicant’s title as legal repre-
sentative (P. R. 24, post, p. 161).

85. A patent granted to the true and first Patent to first

inventor shall not be invalidated by an applica- i‘ﬂ:ﬁﬂmﬁﬂy

tion in fraud of lum, or by provisional protection 2pplieation in
fraud of him.

obtained thereon, or by any use or publication of (852 6, 10.]
the invention subsequent to that fraudulent appli-
cation during the period of provisional protection.

This provision is necessary for the complete protection of
an inventor from fraudulent appropriation of his invention;
as to which, see ante, pp. 12—14, and sect. 26, sub-s. 8, ante,
p. 80.

36. A patentee may assign his patent for any mﬁgﬁr

place in or part of the United Kingdom, or Isle of jjaces.
F1852, 8. 35.]
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' §86. Man, as effectually asif the patent were originally
— granted to extend to that place or part only.

Lossordo- 37, If a patent is lost or destroyed, or its
patent. non-production is accounted for to the satisfaction

[1852, 5. 22.] of the comptroller, the comptroller may at any
time cause a duplicate thereof to be sealed.
Proceedings 38. The law officers may examine witnesses
anfcostt  on oath and administer oaths for that purpose
officer. under this part of this Act, and may from time to
time make, alter, and rescind rules regulating
‘references and appeals to the law officers and the
practice and procedure before them under this
part of this Act; and in any proceeding before
either of the law officers under this part of this
Act, the law officer may order costs to be paid by
either party, and any such order may be made a

rule of the Court.

Rules regulating appeals to the law officers have been made
under this section ; see post, p. 169.

Exhibitiomat 39, The exhibition of an invention.at an in-
mdustrial of  dustrial or international exhibition, certified as
exhibition not such by the Board of T'rade, or the publication of
Iﬁ&f&%‘ﬁs_ any description of the invention during the period
[1865,s. 3; of the holding of the exhibition, or the use of the
1879,8.2.]  invention for the purpose of the exhibition in the
place where the exhibition is held, or the use of

the invention during the period of the holding of

the exhibition by any person elsewhere, without

the privity or consent of the inventor, shall not
prejudice the right of the inventor or his legal

personal representative to apply for and obtain
provisional protection and a patent in respect of

the invention or the validity of any patent granted

on the application, provided that both the follow-

ing conditions are complied with, namely,—
(@) The exhibitor must, before exhibiting the

invention, give the comptroller the pre-
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scribed notice of his intention to do so;
and

(b) The application for a patent must be made
before or within six months from the date
of the opening of the exhibition.

The following Rule applies to this section :—

P.R. 17.—¢ Any person desirous of exhibiting an inven-
¢‘ tion at an industrial or international exhibition, or of pub-
‘¢ Jishing any description of the invention during the period
¢¢ of the holding of the exhibition, or of using the invention
‘¢ for the purpose of the exhibition in the place where the
¢¢ oxhibition is held, shall, after having obtained from tho
¢“ Board of Trade a certificate that the exhibition is an in-
¢ dustrial or international one, give to the comptroller seven
‘“ days’ notice of his intention to exhibif, publish, or use
‘¢ the invention, as the case may be. .

‘ For the purpose of identifying the invention in the event
¢“ of an application for a patent being subsequently mads,
¢ the applicant shall furnish to the comptroller a brief de-
““ seription of his invention, accompanied, if necessary, by
¢ drawings, and such other information as the comptroller
‘“ may in each case require.”

40.—(1.) The comptroller shall cause to be
issued periodically an illustrated journal of pa-
tented inventions, as well as reports of patent
cases decided by courts of law, and any other in-
formation that the comptroller may deem generally
useful or 1important.

(2.) Provision shall be made by the comptroller
for keeping on sale copies ot such journal, and
also of all complete specifications of patents for
the titne being in force, with their accompanying
drawings, if any.

(3.) The comptroller shall continue, in such
form as he may deem expedient, the indexes and
abridginents of specifications hitherto published,
and shall from time to time prepare and publish
such other indexes, abridgments of specifications,
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catalogues, and other works relating to inventions,
as he may see fit.

For the purposes of the illustrated journal the following

provision 18 made :—

P.R. 31.—“Every applicant for the grant of a patent shall,
‘““in addition to the drawings to be furnished with his com-
“ pleto specification, furnish the comptroller with a drawing
““ illustrative of the feature or features of novelty constituting
‘““ his invention. Such drawing must be prepared in the
‘““manner prescribed for the copy of the original drawing or
“ drawings accompanying the specification, but must not cover
‘““ 8 space exceeding sixteen square inches. Tho drawing
‘“must be accompanied by a concise explanatory statement
¢ on foolscap paper and legibly written or printed.’”’

But it may be open to doubt whether this Rule is not wlira
vires, as the provision therein contained seems to be without
the scope of sect. 101, under which the Rule is made.

41. The control and management of the exist-
ing Patent Museum, and its contents shall from
and after the commencement of this Act, be trans-
ferred to and vested 1n the Department of Science
and Art, subject to such directions as her Majesty
in Council may see fit to give.

42. The Department of Science and Art may
at any time require a patentee to furnish them
with a model of his invention on payment to the
patentee of the cost of the manufacture of the
model ; the amount to be settled, 1n case of dispute,
by the Board of Trade.

43.—(1.) A patent shall not prevent the use of
an invention for the purposes of the navigation of
a foreign vessel within the jurisdiction of any of
her Majesty’s Courts in the United Kingdom, or
Isle of Man, or the use of an invention in a foreign
vessel within that jurisdiction, provided it is not
used therein for or in connexion with the manu-
facture or preparation of anything intended to be
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sold in or exported from the United Kingdom or §43.
Isle of Man. | -

(2.) But this section shall not extend to vessels
of any foreign state of which the laws authorize
subjects of such foreign state, having patents or
like privileges for the exclusive use or exercise of
inventions within its territories, to prevent or in-
terfere with the use of such inventions in British
vessels while in the ports of such foreign state, or
in the waters within the jurisdiction of its courts,
where such inventions are not so used for the
manuiacture or preparation of anything intended
to be sold in or exported from the territories oi
such foreign state.

44."—(1.) The inventor Of any improvement in. Assignment
instruments or munitions of war, his executors, {0 Secretaty
administrators, or assigns (who are in this section certain
comprised in the expression the inventor) may mvertone
(either for or without valuable consideration) [1859.]
assign to her DMajesty’s Principal Secretary of
State for the War Department (hereinafter re-
ferred to as the Secretary of State), on behalf of
her Majesty, all the benefit of the invention and
of any patent obtained or to be obtained for the
same ; and the Secretary of State may be a party
to the assignment.

(2.) The assignment shall effectually vest the
benefit of the 1invention and patent in the Secre-
tary of State for the time being on behalf of her
Majesty, and all covenants and agreements therein
contained for keeping the invention secret and
otherwise shall be valid and effectual (notwith-
standing any want of valuable consideration), and
may be enforced accordingly by the Secretary of
State for the time being.

(3.) Where any such assignment bas been made
to the Secretary of State, he may at any time
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before the application for a patent for the inven-
tion, or beiore publication of the specification or
specifications, certify to the comptroller his opinion
that, in the iterest of the public service, the par-
ticulars of the invention and of the manner in
which 1t 1s to be performed should be kept secret.

(4.) If the Secretary of State so certifies, the
application and specification or specifications with
the drawings (if any), and any amendment of the
specification or specifications, and any copies of
such documents and drawings, shali, instead of
being left in the ordinary manner at the Patent
Office, be delivered to the comptroller 1n a packet
sealed by authority of the Secretary of State.

(5.) Such packet shall until the expiration of
the term or extended term during which a patent
for the invention may be 1n force, be kept sealed
by the comptroller, and shall not be opened save
under the authority of an order of the Secretary
of State, or of the law officers.

(6.) Such sealed packet shall be delivered at any
time during the continuance of the patent to any
person authorized by writing under the hand of
the Secretary of State to receive the same, and
shall 1f returned to the comptroller be again kept
sealed by him.

(7.) On the expiration of the term or extended
term of the patent, such sealed packet shall be de-
livered to any person authorized by writing under
the hand of the Secretary of State to receive it.

(8.) Where the Secretary of State cerfifies as
aforesaid, atter an application for a patent has
been left at the Patent Office, but before the
publication of the specification or specifications,
the application specification or specifications,
with the drawings (if any), shall be forthwith
placed in a packet sealed by authority of the
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comptroller, and such packet shall be subject to
the foregoing provisions respecting a packet sealed
by authority of the Secretary of State.

(9.) No proceeding by petition or otherwise
shall lie for revocation of a patent granted for an
invention 1n relation to which the Secrctary of
State has certified as aforesaid.

(10.) No copy of any specification or other
document or drawing, by this section required
to be placed in a scaled packet, shall in any
manner whatever be published or open to the in-
spection of the public, but save as 1n this section
otherwise directed, the provisions of this part of
this Act shall apply in respect of any such inven-
tion and patent as aforesaid.

(11.) The Secretary of State may, at any time
by writing under his hand, waive the benefit of
this section with respect to any particular inven-
tion, and the specifications documents and draw-
ings shall be thenceforth kept and dealt with in
the ordinary way.

(12.) The communication of any invention for
any improvement in instruments or munitions of
war to the Secretary of NState, or to any person
or persons authorized by him to investigate the
same or the merits thereof, shall not, nor shall
anything done for the purposes of the investi-
gation, be deemed use or publication of such
invention so as to prejudice the grant or validity
of any patent for the same.

Lizisting Patents.

45.—(1.) The provisions of this Act relating to
applications for patents and proceedings thereon
shall have effect in respect only of applications
made after the commencement of this Act (a).

(2.) Every patent granted before the commence-
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ment of this Act, or on an application then pend-
ing, shall remain unaffected by the provisions of
this Act relating to patents binding the Crown,
and to compulsory licenses.

33.) In all other respects (including the amount
and time of payment of fees) this Act shall ex-
tend to all patents granted before the commence-
ment of this Act, or on applications then pending,
in substitution for such enactments as would have
applied thereto if this Act had not been passed(a).

4.) All instruments relating to patents granted
before the commencement of this Act required to
be left or filed in the Great Seal Patent Office
shall be deemed to be so left or filed if left or
filed before or after the commencement of this Act
in the Patent Office.

(a) In a documentissued by the Patent Office in December,
1883, entitled, *‘Information for Infending Applicants for

Patents for Inventions,” appears the following curious para-
graph :—
‘““The fees to be paid upon applications made prior to the
‘“ 18t of January, 1884, are :—
‘““ (@) The seventh year’s payment, which under the con-
“ ditions of letters patent is payable before the end
‘“ of the seventh year, must be paid as heretofore in
“ ome sum of 100/.
““(b) The payments, which under the condition of tho
‘“ letters patent are payable before the end of the
‘ third year (1884), are, by the Act of 1883, made
‘“ payable before the end of the fourth year (1885);
‘ the fee may be paid either in one sum or by annual
‘“ payments. (See Schedule of Fees.)
‘“ (¢) The stamp duties required under the Patent Law
‘“ Amendment Acts of 1852 —3, must be paid upon
‘‘ subsequent proceedings in connection with appli-
‘“ cations made prior to 1st January, 1884, up to and
‘“ including the 5/. stamp duty upon filing the ¢ final’
‘“ specification as required by Act. All applications
‘“ under the Acts of 1852—3 must be completed in
‘“ accordance with their provisions up to the stage
‘““ of filing the final specification. Patents granted
‘“ upon applications made prior to the 1st January,
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‘ 1884, are exempt from the provisions of the Act of

‘“ 1883 as to tne compulsory grant of licenses.”
The construction thus placed by the Patent Office upon the
foregoing section appears to be incorrect. The following is

suggested as the true solution of the enigma afforded by the
section :—

(1.) With regard to applications made before the 1st Janu-
ary, 1884, and upon which patonts had not at that
date been granted, every such application must be
proceeded with under the old law, and such fees
paid as were required by the old law, up to the time
when the patent is scaled.

(2.) With regard to all patents actually sealed, whatever
may have been the dates of the applications, imme-
diately the patent is sealed it is subject to the gencral
provisions of the Act.

(3.) With regard to all patents sealed before the 1st Janu-
ary, 1884, it should be remembered that there is
inserted in all such letters patent a condition that
such letters patent shall bo void unless the stamp
duties of 50/. and 100/. are paid before the end of the
third and seventh years respectively, and unless the
lotters patent be produced at the Patent Office,
stamped with the proper stamp, before the expira-
tion of the respective periods. Hence, notwithstand-
ing the provision of the above section, it would
appear that such payments must be made in the
manner prescribed by the conditions of the letters
patent, otherwise the letters patent will be void.
Hence, also, the alternative method of payment of
foes by annual payments does not appear to apply
to patents sealed before the 1st January, 1884.

(4.) With regard to patents to be sealed after the 1st
January, 1884, upon applications pending before
that date, it would appear that such patents ought
to be in the form provided by the present Act, and
further payments of fees, after such patents are
sealed, are regulated by the Act. Patentees should
take steps to ensure that such patents are granted in

the new form, and nof in the old form.
B. H
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(5.) With regard to complete specifications filed after the
1st January, 1884, the fee made payable by the Act
appears to be 3/., and not 5/, as stated by the Patent

Office.
(6.) With regard to all applications made after the 1Ist
- January, 1884, all proceedings and fees are regulated
by this Act.

It should be remembered that, under sect. 113, the past
operation and cffect of the repealed enactments and proceed-
ings pending or to be taken in respect thercof aro not to be
affected. For instance, supposing that a patent granted
before the 1st January, 1884, has become void through the
lapse of a foreign patent under sect. 25 of the Patent Law
Amendment Act, 1852, it would seem that the repeal of this
statuto does not have the effect of setting the patent on its
legs again.

Definitions.

46. In and for the purposes of this Act—

‘““ Patent” means letters patent for an inven-
tion:

‘“ Patentee’” means the person for the time being
entitled to the benefit of a patent (a):

‘“ Invention ” means any manner of new manu-
facture the subject of letters patent and grant of
privilege within section six of the Statute of Mono-
polies (that is, the Act of the twenty-first year of
the reign of King James the First, chapter three,
intituled ‘‘ An Aect concerning monopolies and
dispensations with penal laws and the forfeiture
thereof”), and includes an alleged invention.

In Scotland ‘‘injunction” means ¢ interdict.”

(a) This definition of the word ¢‘ patentee ” must be carefully
borne in mind in reading the Act, as it has & very important
effect in many places. The definition dispenses with all the
old provisions as to the rights of assignees, as they are now
placed in all cases in the position of the patentee.
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PART III.
DESIGNS.
Registration of Designs.

47.-—-(1.%} The comptroller may, on application
by or on behalf of any person claiming to be the
proprietor of any new or original (a) design not
previously published in the United Kingdom, re-
gister the design under this part of this Act.

(2.) The application must be made in the form
set forth in the First Schedule to this Act, or in
such other form as may be from time to time pre-
scribed, and must be left at, or sent by post to,
the Patent Office in the prescribed manner (b).

(3.) The application must contain a statement of
the nature of the design, and the class or classes
of goods in which the applicant desires that the
design be registered.

(4.) The same design may be registered in more
than one class.

(9.) In case of doubt as to the class in which a
design ought to be registered, the comptroller may
decide the question.

(6.) The comptroller may, if he thinks fit, re-
fuse to register any design presented to him for
registration, but any person aggrieved by any
such refusal may appeal therefrom to the Board of
Trade (e).

(7.) The Board of Trade shall, if required, hear
the applicant and the comptroller, and may make
an ortfer determining whether, and subject to
what conditions, if any, registration 1s to be per-
mitted (¢).

(a) As to what have been held to be new or original designs,
see the cases cited below.*

* Addams v. Clementson, 12 Ch. D. 714 Lazarus v. Charles,
16 Eq. 117; Harrison v. Taylor, 3 H. & N. 301; 4. H. & N.
815 ; Norton v. Nickolls, TW. R. 421 ; 27 1.. J.. Q. B. 225,
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(b) For a short outline of procedure in registering a design,
see ante, pp- 30, 31. The stamped forms required may be
obtained at various post offices. (See list of post oftices, post,

p. 215.) The following Rules have reference to applications
for registration :—

D.R. 4 —¢*An application for the registration of a design
‘¢ shall be madein the Form E. in the Second Schedule hereto.
‘“ (See post, p. 230.) The remaining forms in such Schedule
‘“ may be used in all eases io which tlrey are spplicable.”

D.R. 5.— ¢ For the purposes of the registration of designs
‘¢ and of these Rules, goods are classified in the manner

- ¢ gppearing in the Third Schedwle hereto.” (See post, p. 208.)

D.R. 6.—¢‘ All communications between an applicant for the
‘“ registration of a design and the comptroller or the Board of
‘““ Trade, as the case may be, may be made by or through an
‘“ agent duly authorized to the satisfaction of the comptroller.”

D.R. 7.—¢ An application for the registration of a design
‘ shall, with the prescribed fee (see post, p. 205), be leit at
‘“ the Patent Office, Designs Branch, or be sent prepaid by
‘“ post, addressed to the comptroller at the Patent Office
‘“ (Designs Branch), 25, Southampton Buildings, Chancery
‘¢ Lane, London.”

D.R. 8.—¢ An application for the registration of a design,
‘““ and all drawings, sketches, photographs, or tracings of a
‘“ design, and all other documents sent to or leit at the Patent
‘“ Office, Designs Branch, or otherwise furnished to the comp-
““ troller or to the Board of Trade, shall be written, printed,
‘‘ copied, or drawn upon strong wide-ruled foolscap paper (on
‘“ one side only), of the size of 13 inches by 8 inches, leaving
‘“ a margin of not less than one inch and a-half on the left-
‘“ hand part thereof, and the signature of the applicants or
‘“ agents thereto must be written in a large and legible hand.

‘““The comptroller may in any particular case vary the re-
¢ quirements of this Rule as he may think fit.”

D.R. 10.—“On receipt of an application for registration
‘“ the comptroller shall send to the applicant an acknowledg-
‘¢ ment thereof.”

D.R. 12.—‘* Any application, notice, or other document
‘‘ authorized or required to be left, made, or given at the
‘“ Patent Office, or to the comptroller, or to any other person
‘“ under these Rules, may be sent by a prepaid letter through
‘“ the post, and if so sent shall be deemed to have been leit,
‘“ made, or given respectively at the time when the letter con-
‘¢ tf;ining the same would be delivered in the ordinary course
‘¢ ot post.

‘“ In proving such service or sending it shall be sufficient

‘“ to prove that the letter was properly addressed and put into
““ the post.”’
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(¢) For a short outline of proceedings upon applications to
which objections are raised by the comptroller, see anfe,
p. 31. The hearings of objections and appeals to the Board
of Trade are regulated by the following Rules :—

D.R. 13.—¢ Befure exercising any discretionary power
‘“ given to the comptroller by the said Act adversely to an
‘“ applicant for registration of a design the comptroller shall
‘“ ;mve him ten days’ notice of the time when he may be heard
‘ personally or by his agent before the comptroller.”

D.R, 14.—¢ Within five days from the date when such
‘“ notice would be delivered in the ordinary course of post,
‘“ the applicant shall notify to the comptroller whether or not
‘“ he intends to be heard upon the matter.”

D.R. 15.—¢ The decision or determination of the comptroller

‘“ in the exercise of any such discretionary power as aforesaid
‘ shall be notified to the applicant.”

D.R. 16.— ¢ Where the comptroller refuses to register a
‘“ design, and the applicant intends to appeal to the Board of
¢ Trade from such refusal, he shall, within one month from
‘“ the date of the decision appealed against, leave at the
¢ Patent Office, Designs Branch, a notice of such his infen-
‘““ tion.” (See Form F, post, p. 230.)

D.R. 17.—¢ Such notice shall be accompanied by a state-
‘“ ment of the grounds of appeal, and of the applicant’s case
‘‘ 1n support thereof.”

D.R. 18.—¢The applicant shall forthwith on leaving such
¢ notice send a copy thereof to the Secretary of the Board
¢ of Trade, No. 7, Whitehall Gardens, London.”

D.R. 19.—¢The Board of Trade may thereupon give such
‘“ directions (if any) as they may think fit for the purpose of
‘“ the hearing of the appeal for the Board of Trade.”

D.R. 20.—¢¢ Seven days’ notice, or such shorter notice as
‘“ the Board of Trade may in any particular case direct, of the
‘ time and place appointed for the hearing of the appeal
‘“ ghall be given to the comptroller and the applicant.”

- 48.—(1.) On application for registration of a

design the applicant shall furnish to the comp-
troller the prescribed number of copies of drawings,
photographs or tracings of the design sufficient, in
the opinion of the comptroller, for enabling him to
identify the design; or the applicant may, instead
of such copies, furnish exact representations or
specimens of the design.
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(2.) The comptroller may, if he thinks fit, re-
fuse any drawing photograph tracing representa-
tion or specimen which is not, in his opinion,
suitable for the official records.

The following Rule refers to the requirements of this
section :—

D.R. 9.—“An application for the registration of a de-
¢ gign shall be accompanied by a sketch or drawing, or
“ by three exactly similar drawings, photographs, or trac-
¢ ings of the design, or by three specimens of the design,
¢ and sholl, in describing the nature of the desigm, state
‘“ whether it is applicable for the jpattern or for the shape or
¢ configuration of the design, and the means by which it is
¢ applicable.

‘““ When sketches, drawings, or tracings are furnished they
¢ must be fixed.

‘¢ When the articles to which designs are applied are not
¢ of a kind which can be pasted into books, drawings, photo-
¢ oraphs, or tracings of such designs shall be furnished.”

The obscure provisions of this Rule are explained by the
following instruction, issued by the comptroller :—

¢ If it is desired to secure a date of registration at once, one
“ gketch of the design may be sent with the application form.
¢ Tn this case the design, if accepted, will be registered-as of
¢« the date on which it was received ; but no certificate will be
‘¢ issued until three exact drawings or specimens have been
¢¢ gent 1n substitution for the sketch. Or,

‘“ The application may be complete in the first instance if
¢ applicant sends three exactly similar drawings, photographs,
‘ or specimens.’’

For further details of requirements as to drawings, speci-
mens, &c., see Designs Instructions, 5—11, post, p. 181.

Unless the requirements of this section are complied with
before delivery on sale of any articles to which the design has
been applied, the copyright will cease (sect. 50, sub-sect. 2,

post, p. 103).

49,—(1.) The comptroller shall grant a certifi-
cate of registration to the proprietor of the design
when registered.

(2.) The comptroller may, in case of loss of the °
original certificate, or in any other case in which
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he deems it expedient, grant a copy or copies of
the certificate.

In connection with this section occurs the following Rule :—

DR. 11.—«“If the comptroller determines to register a
‘“ design, he shall as soon as may be send to the applicant a
‘ certificato of such registration in the preseribed form, sealed
‘ with the seal of the Patent Office.”

Copyright in registered Designs.

50.—(1.) When a design is registered, the re-
gistered proprietor of the design shall, subject to
the provisions of this Act, have copyright in the
design during five years from the date of registra-
tion.

(2.) Before delivery on sale of any articles to
which a registered design has been applied, the
proprietor must gﬁ exact representations or speci-
mens were not furnished on the application for
registration), furnish to the comptroller the pre-
scribed number of exact representations or speci-
mens of the design; and 1f he fails to do so, the
compftroller may erase his name irom the register,
and thereupon his copyright in the design shall
cease.

For requirements as to representations, see sect. 48, ante,
p. 101.

1. Before delivery on sale of any articles to
which a registered design has been applied, the
proprietor of the design shall cause each such
article to be marked with the preseribed mark, or
with the prescribed word or words or figures, de-
noting that the design is registered ; and 1f he fails
to do so the copyright in the design shall cease,
unless the proprietor shows that he took all proper
steps to ensure the marking of the article.

The marking of articles to which registered designs are
applied is regulated by the following Rule:—
D.R. 32.—¢ Before the delivery on sale of any article to
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** which a registered design has been applied, the proprietor
¢ of such design shall, if such article is included in any of the
‘“ classes one to twelve in the Third Schedule hereto (see
““ post, p. 208), cause each_such article to be marked with the
‘“ abbreviation ‘R’ and the number appeering on the cer-
¢ tificate of registration, and shall, if such article is included
“ in the classes thirteen or fourteen in the Third Schedule

‘“-hereto, cause each such article to be marked with the abbre-
“ viation ¢ REGD.”

Articles sold abroad by an English or foreign proprietor
must also be so marked.*

52.—(1.) During the existence of copyright in
a design, the design shall not be open to inspection
except by the proprietor, or a person authorized
in writing by the proprietor, or a person authorized
by the comptroller or by the Court, and furnishing
such information as may enable the comptroller to
identify the design, nor except in the presence of
the comptroller, or of an officer acting under him,
nor except on payment of the prescribed fee; and
the person making the inspection shall not be en-
titled to take any copy of the design, or of any
part thereof. |

(2.) When the copyright in a design has ceased,
the design shall be open to inspection, and copies

thereof may be taken by any person on payment
of the prescribed fee.

In connection with this section occurs the following Rule :—

D.R. 35.—“ On such days and during such hours as the
‘ comptroller shall from time to time determine and notify
‘“ by a placard posted at the Patent Office any person paying
‘“ the prescribed fee may, on production of the number of any
‘““ design of which the copyright has ceased, inspect such
‘“ design, and any person paying the prescribed fee (see post,
‘““ p. 205) may take a copy or copies of such design.”

* Sazarin v. Hamel, 32 L. J., Ch. 380.
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~ 53. On the request of any person producing a
particular design, together with its mark of regis-
tration, or producing only its mark of registration,
or furnishmg such information as may enable the
comptroller to identify the design, and on pay-
ment of the prescribed fee, 1t shall be the duty of
the comptroller toinform such person whether the
registration still exists in respect of such design,
and if so, in respect of what class or classes of
ooods, and stating also the date of registration,
and the name and address of the registered pro-
prietor.

See the following Rule :—

D.R. 35.—¢The comptroller may, on receipt of the pre-
“ gcribed fee (sce post, p. 205), make searches among the
‘“ designs registered at the I’atent Office after the commence-
‘“ ment of the Act, and inform any porson requesting him
‘“ 50 to do whether a particular design produced by such
““ person, and to be applied to goods in any particular class,
‘i3 or 1s not identical with or an obvious imifation of any
¢ design applied to such goods and registered since the com-
‘“ mencement of the Act.”

54. If a registered design is used in manu-
facture in any foreign country and 1s not used in
this country within six months of its registration
in this country, the copyright in the design shall

cease.

This provision is not very clearly worded, but probably the
true reading is, that the words * within six months of its
registration in this country ” refer not only to the use in this
country, but in the foreign country. If this be the true view
the section would read:—¢If a registered design is used in
manufacture in any foreign country (within six months of its
registration in this country), and is not used in this country
within six months of its registration in this country, the copy-

right in the design shall cease.”
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Reguster of Designs.
58.,—(1.) There shall be kept at the Patent

- Office a book called the Register of Designs,

wherein shall be entered the names and addresses
of proprietors of registered designs, notifications
of assignments and of transmissions of registered
designs, and such other matters as may from time
to time be prescribed.

(2.) The Register of Designs shall be primé
facie evidence of any matters by this Act directed
or authorized to be entered therein.

As to the effect of registration, see ante, p. 31, and sect. 87,
post, p. 185.

The following Rules regulate the procedure with respect to
entries in the register :—

D.R. 21.—“ Upon the sealing of a certificate of registration
‘“ the comptroller shall cause to be entered in the Register of
‘““ Designs the name, address, and description of the registered
‘. proprietor, and the date upon which the application for
‘“ rogistration was received by the comptroller, which day
‘“ shall be decmed to be the date of the registration.”

D.R. 22.—“ Where a person becomes entitled to the copy-
‘““ right 1n a registered design, or to any share or interest

4¢ therein, by assignment, transmission, or other operation of

‘““ law, or where a person acquires any right to apply the
‘‘ design either exclusively or otherwise, a request for the
‘“ entry of his name in the register as such proprietor of the
‘“ design, oras having acquired such right, as the case may be,
‘ (hereinafter called the claimant,) shall be addressed to the
‘“ comptroller, and left at the Patent Office, Designs Branch.”

D.R. 23.—‘ Every such request shall, in the case of an
‘ individual, be made and signed by the person requiring to
‘“ be registered as proprietor; and in the case of a firm or
‘¢ partnership, by some one or more members of such firm or
‘‘ partnership, or, in either case, by his or their agent re-
‘“ gpectively duly authorized to the satisfaction of the comp-
¢ troller, and, in the case of a body corporate, by their agent
‘“ guthorized in like manner.” (See Form K, post, p. 232.)

D.R. 24.—¢ Every such request shall state the mname,
‘““ address, and description of the claimant, and the particulers
‘““ of the assignment, transmission, or other operation of law
‘““ by virtue of which the request is made, so as to show the
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‘‘ manner in which and the person or persons to whom the
‘“ design has been assigned or transmitted, or the person or
¢ persons who has or have acquired such right as aforesaid, as
‘‘ the case may be.”’

D.R. 25.—¢ Every such request shall be accompanied by a
¢ statutory declaration to be thereunder written verifying the
‘ several statements therein, and declaring that the particulars
‘“ above described comprise every material fact and document
‘ affocting the proprietorship of the design or the right to
‘““ apply the same, as the case may be, as claimed by such
‘ request.’’

D.R. 26.—¢The claimant shall furnish to the comptrolier

‘“ such other proof of title as he may require for his satisfac-

¢ tion.”

D.R. 27.—¢ A body corporate may be registered as pro-
‘ prietor by its corporate name.”

D.R. 28.—¢ Where an order has been made by the Court,
‘“ under section 90 of the said Act (post, p. 136), the person in
‘ whose favour such order has been made shall forthwith leave
‘‘ at the Patent Office an office copy of such order. The register
‘“ shall thereupon be rectified, or the purport of such order
‘ shall otherwise be duly entered in the register, as the case

‘¢ may be.”
Fees,

58. There shall be paid in respect of applica-
tions and registration and other matters under
this part of this Act such fees as may be from
time to time, with the sanction of the Treasury,
prescribed by the Board of Trade; and such fees
shall be levied and paid to the acccunt of her
Majesty’s KExchequer in such manner as the
Treasury shall from time to time direct.

For schedule of fees payable, see post, p. 205. The fees
must be paid by means of the stamped forms, which are

obtainable at various post offices. (See list of post offices,
post, p. 215.)

Industrial and International Exhibitions.

5%¢. The exhibition at an industrial or inter-
national exhibition, certified as such by the Board
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period of the holding of the exhibition, without
the privity or consent of the proprietor, of a design,
or of any article to which a design is applied, or
the publication, during the holding of any such
exhibition, of a description of a design, shall not
prevent the design from being registered, or in-
validate the registration thereof, provided that
both the following conditions are complied with;
namely,—

(¢) The exhibitor must, before exhibiting the
design or article, or publishing a descrip-
tion of the design, give the comptroller
the prescribed notice of his intention to
do so; and

(0) The application for registration must be
made before .or within six months from
the date of the opening of the exhibition.

The following Rule applies to this section :—

D.R. 36.—¢“ Any person desirous of exhibiting a design, or
‘““ any article to which a design has been applied, at an
‘“ industrial or international exhibition, or of publishing a
‘ description of a design during the period of the holding of
‘¢ the exhibition, shall, after having obtained from the Board
“ of Trade a certificate that the exhibition is an industrial or
‘‘ international one, give to the comptroller seven days’ notice
‘““in writing of his intention to exhibit the design or article,
““ or to publish a description of the design, as the case may
“be.” (See Form L, post, p. 233.)

¢’ For the purpose of identifying the design in the event of
‘“ an application to rogister the same being subsequently made,
‘“ the applicant shall furnish to the comptroller a brief descrip-
‘“ tion of the nature of the design, accompanied by a sketch
““ or drawing thereof,’and such other information as the comp-
‘ froller may in each case require.”

Legal Proceedings.

58. During the existence of copyright in any

design—
(2) It shall not be lawful for any person with-
out the license or written consent of the
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registered proprietor to apply such design
or any fraudulent or obvious imitation
thereof, in the class or classes of goods in
which such design is registered, for pur-
poses of sale to any article of manufac-
ture or to any substance, artificial or
natural, or partly artificial and partly
natural ; and

(0) 1t shall not be lawiul for any person to pub-

lish or exposc for sale any article of
manufacture or any substance to which
such design or any fraudulent or obvious
imitation thercof shall have been so ap-
plied, knowing that the same has been so
appucd without the consent oi the regis-
tered proprietor.

Any person who acts in contravention of this
section shall be hable for every offence to forfeit
a sum not exceeding fifty pounds to the registered
proprietor of the design, who may recover such
sum as a stmple contract debt by action i any
court of competent jurisdiction.

59. Notwithstanding the remedy given by
this Act for the recovery of such penalty as afore-
said, the registered proprietor of any design may
(1f he elects to do so) bring an action for the re-
covery of any damages arising from the applica-
tion of any such design, or of any fraudulent or
obvious imitation thercof for the purpose of sale,
to any article of manufacture or substance, or from
the publication sale or exposure for sale by an
person of any article or substance to which suc
design or any fraudulent or obvious imitation
thereof shall have been so applied, such person

knowing that the proprietor had not given his
consent to such application.
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Definitions.

60. In and ijor the purposes of this Act—

‘““ Design” means any (ﬁsign applicable to any
article of manufacture, or to any substance arti-
ficial or natural, or partly artificial and partly
natural, whether the design is applicable for the
pattern, or for the shape or configuration, or for
the ornament thercof, or for any two or more of
such purposes (a}, and by whatever means 1t is
applicable, whether by printing, pamnting, em-
broidering, weaving, scwing, modelling, casting,
embossing, engraving, stalning, or any other
means whatever, manual, mechanical, or chemical,
separate or combined, not being a design for a
sculpture, or other thing witbin the protection of
the Sculpture Copyright Act of the year 1814
(fifty-fourtn Geeorgetlie Third, chapter ﬁf};y-six) (b).

““ Copyright ” means the exclusive right to
apply a design to any article of manufacture or
to any such substance as atoresaid in the class or
classes in which the design 1s registered.

(a) It seems doubtful whether such designs as a metal
eyelet-hole introduced into a label to prevent its tearing, or a
mechanical contrivance for raising and lowering a purasvi
handle, would be within the terms of the section.* A design for
‘“ shape or configuration’ must not depend for its essence
upon the mechanical combination. }

(b) The matters and things within the protection of the
Sculpture Copyright Act (64 Geo. 3, c. 56, 8. 1) are ‘“‘any
new and original sculpture, or model, or copy, or cast of the
human figure or human figures, or any bust or busts of any
part or parts of the human figure, clothed in drapery or

* Margetson v. Wiight, 2 Do Q. & Sm. 425 ; Millingen v.
Picken, 1 C. B, 809. See also Windover v. Smith, 11 W. R.

323.
} Reg. v. Bessel, 16 Q. B. 810.
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otherwise, or of any animal or animals, or of any part or parts
of any animal combined with the humen figure or otherwise,
~or of any subject being matter of invention in sculpture, or of
any alto or basso relievo representing any of the matters or
things hereinbefore menticued, or any cast from nature of the
human figure, or of any part or parts of tho human figure, or
of any cast from nature of any animal, or of any part or parts
of any animal, or of any such subject containing or representing
any of the matters ana things before mentioned.”

81. The author of any new and original design
shall be considered the proprieter thereof, unless
he executed the work on behalf of another person
for a good or valuable consideration, in whickh case
such person shall be considered the proprietor, and
every person acquiring for a good or valuable con-
sideration a new and original design, or the right
to apply the same to any such article or substance
as aforcsaid, either exclusively of any other person
or otherwise, and also every person on whom the
property 1n such design or such right to the appli-
cation therecof shall devolve, shall be considered
the proprictor of the design in the respect in which
the same may have been so acquired, and to that
extent, but not otherwise.

The proprietor, as defined by this section, 1s the person in
whose name the design should beregistered. Where a person
other than the true proprietor has been fraudulently or other-
wise registered as the proprietor, it would seem that the
proper course for the true propretor to adopt is to take steps
for the rectification of the register by the insertion of his own
name as proprietor, under sect. 90 (pos?, p. 136).
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PART 1V.
TrRADE MARKS.

Regqisiration of Trade Marks.

62.—(1.) The comptroller may, on application
by or on behalf of any person claiming to be the
proprietor of a trade mark, register the trade
mark.

(2.) The application must be made in the form
set forth in the First Schedule to this Aect, or in
such other form as may be from time to time pre-
scribed, and must be lett at, or sent by post to,
the Patent Office in the prescribed manner (a).

(3.) The application must be accompanied by
the prescribed number of representations of the
trade mark, and must state the particular goods
or classes of goods in connexion with which the
applicant desires the trade mark to be regis-
tered (a).

(4.) The comptroller may, 1f he thinks fit, refuse
to register a trade mark, but any such refusal shall
be subject to appeal to the Board of Trade, who
shall, 1f required, hear the applicant and the
comptroller, and may make an order determining
whether, and subject to what conditions, if any,
registration is to be permitted (b).

(5.) The Board of Trade may, however, it it
appears expedient, refer the appeal to the Court;
and in that event the Court shall have jurisdiction
to hear and determine the appeal and may make
such order as aforesaid (b).

(a) For a short account of the procedure in registering a
trade mark, see ante, pp. 38, 39. The following Rules have
reference to apphecations for registration :—

TMR. 4.—¢“The Form F in the First Schedule to the said
¢“ Act shall be altered or amended by the substitution there-
‘¢ for of the Form F in the Second Schedule to these Rules.”

T.M.R. 5.—¢(1) An application for registration of a trade
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‘“ mark shall be made in the Form I (posf, p. 235) in the
‘¢ Second Schedule to these Rules; (2) The remaining forms

‘“ in such schedule may be used in all cases to which they are
‘“ applicable.”

T.M.R. 8.—* For the purposes of trade marks registration
‘““ and of these Rules, goods are classified in the manner
‘¢ apgfearing in the Third Schedule hereto (post, p. 209).

‘““ If any doubt arises as to what class any particular

‘ description of goods belongs to, the doubt shall be deter-
‘“ mined by the comptroller.”

T.M.R. 7.-—“An application for registration of a trade
“ mark, if 1...de by any firm or partnership, may be signed by
‘“ gome ono or more members of such firm or partnership, as
‘“ the case may be. (See Instruction 11, post, p. 197.)

‘“« If the application be made by a body corporate, 1t may
‘“ be signed by the secretary or other principal officer of such
‘“ body corporate.”” (See Instruction 11, post, p. 197.)

T.M.B. 8 —“ An application for registration and all other
“ communications between the applicant and the comptroller
“ may be made by or through an agent duly authorized to

‘“ the satisfaction of the comptroller.” (See Imstruction 12,
post, p. 197.}

T.M.R. 9.—‘ On receipt of tho application, the comptroller
« ghall furnish the applicant with an acknowledgment thereof.”

T.M.R. 10.—* Where application is made to register atrade
«« mark which was used by the applicant or his predecessors in
« business before the 13th of August, 1875, the application
« shall contain o statement of the time during which and of
«« the person by whom it has been so used in respect of the
« goods mentioned in the application.”

T.M.R. 11.—‘ Subject to any other directions that may be
“ miven by the comptroller, all applications, notices, counter-
“ gtatements, representations of marks, papers having repre-
‘ gentations affixed, or other documents required by the said
‘ Act or by these Rules to be left with or sent to the comp-
“ troller or to the Cutlers’ Company, shall be upon foolscap
« paper of a size of 13 inches by 8 inches, and shall have on

‘“ the left-hand part thereof a margin of not less than one
‘““ inch and a halt.”

T.M.R. 12— In the case of an application for the registra-
“ tion of a trade mark used on any metal goods, other than
« cutlery, edge tools, and raw steel, the applicant shall state
« in the specification of goods in the form of application, of
« what metal or metals the goods in respect to which he applies
«« are made.”’

T.M.R. 13.—¢Subject to any other directions that may be
B. 1
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§ 62. ¢ given bythe comptroller, three represeutations of each trade
‘“ mark, except in the cuse of marks applied for in Classes 23
‘““to 35 inclusive, must be supplied upon paper of the size
‘“ aforesaid, and must be of a durable nature. One of such
‘“ representations must be made upon or affixed to the form of
‘“ application, the others upon separate half-sheets. In the
‘“ caso of trade marks exceeding the limits of the foolscap
¢ faper of the size aforesaid, such marks may be pasted and
‘“ folded upon the sheets of foolscap.

‘““ In the case of marks applied for in Classes 23 to 35 inclu-
‘“ sive, the applicant shall supply four representations of each
‘“ mark for each class. (See Table of Classes, post, p. 209; and
‘“ seo also Instruction 15, post, p. 198.)

‘“Where a drawing or other representation or specimen
‘““ cannot be given in manner aforesaid, a specimen or copy of
‘“ the trade mark may be sent cither of full size or on a
‘“ reduced scale, and in such form as the comptroller may
‘“ think most convenient.

‘“ The comptroller may, if dissatisfied with tho representa-
‘“ tion of a trade mark, require a fresh representation, either
‘“ before he proceeds with the application or before he re-
‘“ misters tho trade mark.

‘“ The comptroller may also, in exceptional cases, deposit in
‘“ the Patent Office a specimen or copy of any trade mark
‘“ which cannot conveniently be shown by a representation,
‘“ and may refer thoreto in the register in such monner as he
‘“ may think fit.”” (See Instructions 16, 17, post, p. 198.)

T.M.R. 14.—‘“When an application relates to a series of
‘““ frade marks differing from one another in respect of the
‘“ particulars mentioned in section 66 of the said Act, a re-
‘‘ presentation of each trade mark of the series shall be made
‘“ or affixed upon the form of application and also upon each of
* tho separate half-sheets of paper aforesaid.”

T.M.R. 15.—“ Wherever o mark consists of or includes
‘““ words printed in other than Roman character, there shall
‘“ be given at the foot or on the back of each ropresentation a
‘“ trapslation of such words, signed by the applicant or his
‘““ agent.”

T.M.R. 16.—* Any application, statement, notice, or other
‘“ document authorized or required to be left, made, or given
‘““ at the Patent Office, or to the comptroller, or to any other
‘ person under these Rules, may be sent by a prepaid letter
““ through the post, and if so sent shall be deemed to have
‘“ been left, made, or given respectively at the time when the
‘“ letter containing the same would be delivered in the ordinary
‘“ course of post. .

‘““In proving such service or sending, it shell be sufficient
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‘‘ to prove that the letter was properly addressed and put into
‘“ the post.”

(b) F¥or a short outline of proceedings upon applications to
which objections are raised, see anfe, pp. 39 and 40. The
hearing of objections and appeals to the Board of Trado are
regulated by tho following Rules:—

T.M.R. 17.-~“ Beforo exercising any discretionary power
‘“ given to the comptroller by the said Act adversely to tho
‘“ applicant for registration of a trade mark, the comptroller
‘“ ghall give him ten days’ notice of the time when he may be
‘“ heard personally or by his agent beforo the comptroller.”

T.M.R. 18.— Within five days from the date when such
‘“ notice would be delivered in the orxdinary course of post, the
‘“ applicant shall notify to the comptroller whether or not he
‘“ intends to be heard upon the matter.”

T.M.R. 19.—¢ The decision of the comptroller in the exer-

‘“ cise of any such discretionary power as aforesaid shall be
‘“ notified to the applicant.”

T.M.R. 20.—¢ Where the comptroller ra2fuses to register a
‘“ trade mark, and the applicant intends to appenl to the
‘“ Board of Trade from such refusal, he shall, ‘ithin one
‘“ month from the date of the decision appealed against, leave
‘““ at tho Patent Office, Trade Marks Branch, a notice of such
““ his intention.”” (See Form H, post, p. 236.)

T.M.R. 21.—¢ Such notice shall be accompanied by a state-
‘“ ment of the grounds of appeal, and of the applicant’s case
‘ in support thereof.”

T.M.R. 22.—¢ The applicant shall forthwith on ‘leaving
‘“ such notice send a copy thereof to the secretary of the
‘¢ Board of Trade, No. 7, Whitehall Gardens, London.”

T.M.R. 23.—“The Board of Trade may thereupon give
“ such directions (if any) as they may think fit with respect
‘¢ to evidence, or otherwise, for the purpose of the hearing of
‘¢ the appeal by the Board of Trade, or for the purpose of
‘¢ their referring the appeal to the Court to hear and deter-
‘“ mine the same.”

T.M.B. 24.—¢ Where the Board of Trade intend to hear
¢ the appeal, seven days’ notice, or such shotter notice as the
‘““ Board of Trade may in any particular case direct, of the
“ time and place appointed for the hearing, shall be given to
““ the comptroller and the applicant.”

83. Where registration of a trade mark has not
been or shall not be completed within twelve
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of default on the part of the applicant, the appli-
cation shall be deemed to be abandoned.

64.—(1.) For the purposes of this Act, a trade
mark must consist of or contain at least one of the
following essential particulars (a):

(¢) A name of an individual or firm printed,
impressed, or woven in some particular and
distinctive manner ; or

() A written signature or copy of a written
signature of the individual or firm applymg
for registration thereof as a trade mark; or

(¢) A distinctive device, mark, brand, heading,
label, ticket, or fancy word or words (b) not
In COMmOon use.

(2.) There may be added to any one or more of
these particulars any letters words or figures, or
combination of letters words or figures, or of any
of them (e).

(3.) Provided that any special and distinctive
word or words, leiter, figure, or combination of
letters or figures or of letters and figures used as a
trade mark before the thirteenth day of August
one thousand eight hundred and sevénty-five may
be registered as a trade mark under this part of

this Act (e) (d).
(a) See remarks on this section, ante, pp. 35—317.

Restrictions upon certain points are laid down by sects.

72, 73 (posi, p. 123), and by the following Instructions issued
by the comptroller (see post, p. 200) :~—

29. “Ornamental or coloured groundwork, such as
‘““tartans or checks, cannot be claimed as part of a mark

‘“unless such groundwork be included within the mark by
‘ somo border or lines.”

30. “The Royal Arms, or arms so nearly resembling
‘“them as to be calculated to deceive, and the words ¢regis-
‘“tered,” ‘registered design,’ ‘copyright,’ ¢entered at Sta-
‘““tioners’ Hall,” ‘to counterfeit this is forgery,” ¢patent,’
‘¢ patented,” will not be registered under the Patents,
““Designs, and Trade Marks Act, 1883, and should not,
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‘“ therefore, appear upon the representations of trade marks
‘ forming part of an application.”

31. *The following will not be registered as trade marks,
‘‘or as prominent parts of trade marks, unless the marks
‘‘ have been used before 13th August, 1875 :—

‘“ Ropresentations of her Majesty the Queen, or of any
‘‘ member of the royal family.

‘“ Representations of the Royal Crown.
‘“ National arms or flags.
‘“ Prize or exhibition medals.”

(b) The admissibility of fancy words to form the essential
particular of a trade mark is new. Under the old Acts such
trade marks could be registerod if in use bhefore 1875, but
could not be registered as new trade marks. This amend-
ment of the law will be of especial advantage {o manufac-
turers of new materials, &c., which they designate by novel
words of their own invention. Such words, if sufliciently out
of the common, may now be registered. as trade murks. and
tho exclusive right to use them thus obtained.

A word in foreign characters has been held to be a distine-
tive device.*

(¢) By sect. 74 of the Act there may also be added to any
trade mark certain devices, words, and other particulars which
aro or were in common use in the trade, snbject to the conditions
of that section being complied with (soe sect. 74, post, p. 124).

(d) The scope of this clause is now considerably modified,
as the majority of registrations under this clause were formerly
of fancy words, which can now be registered apart from this
clause, under sub-sect. 1 of the section.

Mere combinations of letters have been held to be within
the terms of the corresponding section of the repealed Act.f
But it was also held that a single letter could not be registered
as a trade mark under that section.f This scction, however,
differs from the repealed section in that the words ¢ letter ’ and
“ficure” in the singular number are expressly inserted, so
that it would seem that even a single lotter mught now be
registered as a trade mark under scet. 64, sub-sect. 3.

i ——— e il —— R —

* Re Rotheran’s Trade Mark, 14 Ch. D. 585.

t Re Barrow's Trade Marks, 5 Ch. D. 353 ; Ransome v.
GQraham, ¢ Engineering,” Vol. 33, pp. 466, 485.

t Re Mitckell’s Trade Mark, 7 Ch. D. 36.
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Connection of  @P, A trade mark must be registered for par-

%iegﬁ, ticular goods or classes of goods.

51327:’,3! c. 91, For the classification of goods made under tho Act, see post,
o . 209.
According to the Instructions issued by the comptroller
(see post, p. 200) ;—

““ When there appears on the face of a trade mark an
‘““indication of the goods to which the mark is applied, the
“claim for its registration must be in respect of those goods
‘““ only.”

Registration @G, When a person claiming to be the pro-

of a series of . . .

marks. prietor of several {rade marks which, wile re-
sembling each other in the material particulars
thereof, yet differ in respect of (@) the statement of
the goods for which they are respectively used or
proposed to be used, or () statements of numbers,
or (c¢) statements of price, or () statements of
quality, or (¢)statements of names of places, seeks
to register such trade marks, they may be regis-
tered as a series 1mn one registration. A series of
trade marks shall be assignable and transmissible
only as a whole, but for all other purposes each of
the trade marks composing a series shall be deemed

and treated as registered separately.
See remarks on this section, ante, pp. 37, 38.

Trademarke. 67. A trade mark may be registered in any
tered in any  cOlour, and such registration shall (subject to the
colour. provisions of this Aet) confer on the registered

owner the cxclusive right to use the same in that

_ or any other colour.

Advertise- 68. Livery application for registration of a
application.  frade mark under this part of this Aect shall as

soon as may be after its receipt be advertised by

the comptroller.

The following Rules relate to such advertisement :—

T.M.R. 25.—¢ Every application shall be advertised by the
‘ comptroller in the official paper, during such times, and in
‘“ such manner, as the comptrolier may direct.
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‘“ If no representation of the trade mark be inserted in the
‘ official paper in connexion with the advertisement of an
‘‘ application, the comptroller shall refer in such advertise-
¢“ ment to the place or places where a specimen or representa-
‘¢ tion of the trade mark is deposited for exhibition.”

T.M.R. 26.—¢ The official paper for the purposes of these
‘¢ Rules shall be some paper published under the direction of
‘“ the Board of Trade, or such other paper as such Board may
‘“ from time to fime direct.” (The official paper 1s the Zrade
Marks Journal. See Imstruction 6, post, p. 196.)

IT.M.R. 27.—¢ Tor the purposes of such advertisement the
‘“ applicant may be required to furnish a wood block or
‘“ electrotype (or more than one, if necessary) of the trade
‘“ mark, of such dimensions as may from time to time bo
‘¢ directed by the comptroller, or with such othor information
‘“ or means of advertising the trade mark as may be required
‘“ by the comptroller ; and the comptroller, if dissatisfied with
‘“ the block or electrotype furnished by the applicant or his
‘“ aorent, may require a fresh block or electrotype before pro-
“ ceeding with tho advertisement.”

T.M.R. 28.—“When an application relates to a series of
‘¢ trade marks differing from one another in respect of the
“ particulars mentioned in section 66 of the said Act, the
¢ applicant may be roquired to furnish a wood block or
‘“ electrotype (or more than one, 1if necessary) of any or of
‘““ each of the trade marks constituting the series; and the
‘¢ comptroller may, if he thinks fit, insert with the advertise-
‘“ ment of the application a statement of the manner in
‘¢ rospect of which the several trade marks differ from one
‘¢ another.”

The following further Instructions on these matters have
been issued by the comptroller (see post, p. 199) :—

21. ¢“A trade mark cannot in any case be ontered upon
‘ the register until two months after its advertisement in the
‘¢ official paper.”

22. “A wood-block or electrotype must be furnished
‘“ for each mark in each class claimed (except in the case of
‘ classes 23, 24, and 25, for which no blocks or electrotypes
‘ are required), but no block or electrotype should be for-
‘“ warded until a formal demand for it is sent by the comp-
‘“troller.”” (See Table of Classes, post, p. 209.)

23. ‘“In the case of a series of trade marks differing only
‘“ in respect of the particulars mentioned in section 66 of the
‘“ Patents, Designs, and Trade Marks Act, 1883, a wood-block
“or electrotype must be furnished for each mark in the
‘“ series for each class claimed.”

19

§ 68.
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24, “The wood-blocks or electrotypes furnished must
‘“ correspond exactly with the representations, must afford
¢ perfectly distinet impressions of the marks, and must be
‘“upon a scale sufficiently large to reproduce the marks
¢ faithfully, Worn or mutilated blocks or electrotypes cannot
‘“ be accepted.”

25. ¢ The largest space available for the insertion of any
¢“ gingle block or electrotype is eight and a-half inches broad
‘‘ by ten inches deep.

“ When a block or electrotype exceeds two inches in depth, a
‘“ charge for additional space 18 made, at the rate of two
‘“ shillings for every inch or part of an inch beyond the two
‘“ inches.”

26. ‘“ The number given by the comptroller should not
‘“ be cut on the face of the block or electrotype, but should
‘““he marked upon the side in such a manner as to secure its
‘“ identification.”

27. ¢“ All blocks or electrotypes should be sent to the
¢ Patent Office, Trade Marks DBranch, together with the
‘““ papers marked ‘Form 2, and with the representation of
‘‘ the mark sent for the guidance of the applicant in prepar-
‘“ing the blocks or electrotypes.”

28. ¢“The blocks or electrotypes supplied for the adver-
‘‘ tisoment of trade marks cannot in any case be returned to
‘‘ applicants.”

69.—(1.) Any person may within two months
of the first advertisement of the application, give
notice in duplicate at the Patent Office of opposi-
tion to registration of the trade mark, and the
comptroller shali send one copy of such notice to
the applicant (a).

(2.) Within two months after receipt of such
notice or such further time as the comptroller
may allow, the applicant may send to the comp-
troller a counter statement in duplicate of the
orounds on which he relies for his application,
and i1f he does not do so, shall be deemed to have
abandoned his application.

(3.) If the applicant sends such counter state-
ment, the comptroller shall furnish a copy thereof
to the person who gave notice of opposition, and
shall require him to give security in such manner
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and to such amount as' the comptroller may
require for such costs as may be awarded in
respect of such opposition; and it such securit
is not given within fourteen days after sucﬁ
requirement was made or such further time as
the comptroller may allow, the opposition shall
be deemed to be withdrawn (b).

(4.) If the person who gave noticc of opposi-

tion duly gives such security as aforesaid, the

comptroller shall inform the applicant thercof in
writing, and thereupon the case shall be decmed
to stand for the determination of the Court.

(a) For a short outline of the procedure on oppositions and
remarks on this section, see anfe, pp. 40—43. The following

Rule relates to the proceedings to be taken wunder this
section :—

T.M.R. 29.— (1.) Where a case stands for the determiaa-
“ tion of the Court, under the provisions of section 69 of the
‘“ said Act, the comptroller shall require the applicant within
“ one month, or such further time as the comptroller may
‘“ allow, to issue a summons in the chambers of a judge of
‘“ her Majesty’s High Court of Justice for an order that not-
““ wwithstanding the opposition of which notice has been given
““ the registration of the trade marlk be proceeded with by the
‘“ compiroller, or to take such other proceedings as may be
“ proper and necessary for the determination of the case by
‘“ tho Court.

““(2.) The applicant shall thereupon issue such summons,
“ or take such other proceedings as aforesaid, within the
‘“ period of one month above named, or such further time as
““ the comptroller may allow, and shall also within the like
““ period give notice thereof to the comptroller.

“ (8.) If the applicant shall fail to issue such summons, or
‘“ to take such other proceedings, of which failure the non-
‘ receipt by the comptroller of the said notice shall be
“ sufficient proof, the applicant shall be deemed to have
“ abandoned his application. _

“(4.) Such notice to the comptroller shall be given by
“ delivering at or soending to the Patent Offico a copy of the
‘ summons or other initiatory proceeding bearing an endorse-
‘““ ment of service signed by the applicant or his solicifor, or
‘““ an endorsement of acceptance of service signed -by the
‘“ opponent or his solicitor.”

121
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Under the Rules of the Supreme Court, 1883 (Ord. LXYV.
r. 1), the Courthas jurisdiction asto costs, from the time when
the opponent gives gecurity for costs.®

(b) For form of bond which may be used, see pos?, p. 244.
Under Instruction 34 :—

34. ““Beforeheisrequired tobring anopposition matter before
‘“ the Court under Rule 29, the applicant 1s afforded an oppor-
‘“ tunity of objecting, 1f ho think fif, to the solvency of the
‘“ gecurity for the costs which may bo awarded in respect of
‘ the opposition.”

70. A trade mark, when registered, shall be
assigned and transmitted only in connexion with
the goodwill of the business concerned in the par-
ticular goods or classes of goods for which it has
been registered, and shall be determinable with
that goodwill.

"?1. Where cach of several persons claims to be
registered as proprietor of the same trade mark,
the comptroller may refuse to register any of them
until their rights have been determined according
to law, and the comptroller may himself submit or
require the claimants to submit their rights to the
Court.

See romarks on this section, ante, pp. 42, 43. It would scom
that under the following section the comptroller is bound to
refuse to register more than one applicant in respect of tho
samo trade mark with regard to the same description of goods.
Before, however, he refuses any applicant or claimant he must,
under T.M.R. 17, 18 and 19, afford him an opportunity of
being heard. Tho following Rules have especial reference to
this section :—

T.M.R. 40.—““The term ‘applicant’ in Rules 17, 18, and

‘“ 19 shall includo each of soveral persons claiming to be re-
‘““ mistered as proprietor of the same trade mark.”

T.M.R. 41— Whether all of such persons so claiming
‘““require to be heard before the comptroller or not, he may,

ATl el

* See Ke Brandreth’s Trade Mark, 9 Ch. D, 618.
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‘“ before exercising the discretion vested in him by section 71
‘ of the said Act, require such persons, or any or either of them,
‘“ to submit a statementin writing within a time to be notified
‘ by him, or to attend before him and make oral explanations
‘‘ with respect to such matters as the comptroller may require.””’

T.M.B. 42.— Where cach of several persons claims to bo
‘“ registered as proprietor of the same trade mark, and tho
‘“ comptroller refuses to register any of them until their rights
‘“ have been determined according to law, the manner in which
‘“ the rights of such claimants may be submitted to the Court
‘“ by the comptroller, or if the comptrcller so require, by the
¢¢ claimancs, shall, unless the Court otherwise order, be by &
‘“ special case; and such special case shall be filed and pro-
‘““ ceeded with 1n like manner as any other special case sub-
‘“ mitted to the Court, or in such other manner as the Court
‘“ may direct.”

T.M.R. 43.—¢ Where the special case isto be submitted /o
““ [qy. ‘dy’] the parties, it may be agreed to by them, or if
- ¢ they differ, may be settled by the comptroller on payment
‘‘ of the prescribed fees.” (See lList of Iees, post, p. 206.)

72.—(1.) Except where the Court has decided
that two or more persons are entitled to be regis-
tered as proprietors of the same trade mark, the
comptroller shall not register in respect of the
same goods or description of goods a trade mark
identical with one aiready on the register with re-
spect to such goods or description of goods (a).

(2.) The comptroller shall not register with re-
spect to the same goods or description of goods a
trade mark so nearly resembling a trade mark
already on the register with respect to such goods
or description of goods as to be calculated to de-

ceive (b).

(a) See remarks, anfe, p. 42 ; and as to the meaning of the
phrase ¢ description of goods,” see ante, p. 44

(b) Under sect. 79 ( post, p. 128), a trade mark which has
been removed from the register for any reason is nevertheless
to be considered as still registered with regard to any applica-
tion during five years from the date of removal. Hence, even
when a trade mark has lapsed, no similar trade mark will,

123
§ 1.
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§ 7. during the succeeding five years, be registered with respect to
the same description of goods.

For cases where leave to register a trade mark similar to
one already on the register, with rospect to the same or
another description of goods, has been refused or granted,
see tho cases cited below.*

Further 73. It shall not be lawful to register as part of

rostriction on . . . . .

registration. OT 11 combination with a trade mark any words

(1875, ¢. 91, the exclusive use of which would by reason of

® 6.] their being calculated to deceive or otherwise, be
deemed disentitled to protection in a court of jus-

tice, or any scandalous design.
- Saving for 74.—(1.) Nothing in this Act shall be con-

to pro- .
E?czefqroegtry strued to prevent the comptroller entering on the
on register of register, 1 the preseribed manner, and subject to
marksas  the prescribed conditions, as an addition to any

additions to — trade mark—
e marks. e ) . .
(¢) In the case of an application for registration
of a trade mark used before the thirtcenth
day of August one thousand cight hundred
and seventy-five—

Any distinctive device, mark, brand,
heading, label, ticket, letter, word,
or figure, or combmation of letters,
words, or figures, though the same 1s
common tothe trade in the goods with
respect to which the application is
made ;

(0) In the case of an application for registration
of a trade mark not used before the thir-
teenth day of August one thousand eight
hundred and seventy-five—

Any distinctive word or combination of

—— S — -

* Re Hargreave's Trade Mark, 11 Ch. D. 669; Re Wor-
thington & Company’s Trade Mark, 14 Ch. D. 8; Re F.
Braby & Company’s Application, 21 Ch. D. 223.
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words, though the same 1s common to  § '74.
the trade in the goods with respectto =™ —
which the application 1s made.

(2.) The applicant for entry of any such
common particular or particulars must, however,
disclaim in his application any right to the ex-
clusive use of the same, and a copy of the dis-
claimer shall be entered on the register.

53) Any device, mark, braud, heading, label,
ticket, letter, word, figure, or combination of
letters, words, or figures, which was or were,
before the thirteenth day of August onc thousand
eight hundred and seventy-five, publicly used by
inore than three persons on the same or a similar
deseription of goods shall, for the purposes of this
section, be deecmed common to the trade in such
oods.

For illustrations of cases to which the provisions of this
section would apply, see the cases cited below.*

Efect of Reqistration.

"7H5. Registration of a trade mark shall be Registration
equivalent to

deemed to be equivalent to public use of the trade pubiic use.
mark. [1875, c. 91,
8.

. 2.
See remarks on this section, anfe, pp. 43, 44. ]

'76. The registration of a person as proprietor Right of first
of a trade mark shall be prim# facie evidence of Propnsor =
his right to the exclusive use of the trade mark, of trademark.
and shall, after the expiration of five years from 513375'! c. 91,
the date of the registration, be conclusive evidence
of his right to the exclusive use of the trade mark,

subject to the provisions of this Act.

See remarks on this section, anfe, p. 43.
The expiration of five years does not exclude evidence that

T P

* Re Barrow’s Trade BMarks, 5 Ch. D. 353; Re J. B.
Palmer's Trade Mark, 24 Ch. D, 504,
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§ '76. the trade mark was not one which was capable of registration,
or ought never to have been registered.”

Restrictions ~ "¢'¢, A person shall not be entitled to institute

tions for -
infringement, A1y proceeding to prevent or to recover damages

and onde-  for the infringement of a trade mark unless, in the
fence to action

incortain ~~_ case of a trade mark capable of being registered

TaTE. o o] under this Act, 1t has been registered in pursuance
A 127" of this Act, or of an cnactment repealed by this

1876,85.1,2.] Act, or, in the casc of any other trade mark 1n
usc before the thirteenth of August one thousand
cight hundred and seventy-five, registration there-
of under this part of this Act, or of an enactment
repealed by this Act, has been rcfused. The
comptroller may, on request, and on payment ot
the prescribed fee, grant a certificate that such
registration has been refused.

Legister of Trade Marks.

Register of "8. There shall be kept at the Patent Office a

Eg;iﬁl’;f;ks' book called the Register of Trade Marks, wherein
i,

e.91,5 7] shall be entered the names and addresses of pro-
prietors of registered trade marks, notifications of
assignments and of transmissions of trade marks,
and such other matters as may be from time to
time prescribed.

The following Ruleshave reference to enfries in and altera-
tions of the register, and procedure thereon :—

T.M.R. 30.—¢“ As soon as may be after the expiration of
‘¢ two months from the date of the first advertisement of tho
‘“ application, the comptroller shall, subject to any such sum-
‘“ mons or other proceeding as aforesaid and the determina-
‘“ tion of the Court thercon, if he is satisfied that the applicant
‘¢ i3 entitled to registration, and on payment of the prescribed
‘¢ feo, enter the name, address, and description of the appli-
“ cant in the IRegister of Trade Marks as the registered

¥ Re J. B. Palmer’s Application, 21 Ch. D. 47.
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‘“ proprictor of the trade mark in respect of the particular 8§ 78.
‘“ goods or classes of goods deseribed in his application.”

T.M.R. 31.—* In caso of the death of any applicant for a
‘‘ trade mark after tho dato of his application, and before the
“ trade mark applied for has been entered on thoe register,
‘“ tho comptroller, after tho expiration of the prescribed period
‘““ of advertisemeont, may, on being satisfied of the applicant’s
‘“ death, enter on the register, in place of the name of such
‘““ deceased applicant, the name, address, and description of
‘“ the person owning the goodwill of thoe business, if such
‘“ ownership bo proved to the satisfaction of the comptroller.”

T.M.R. 32.—“Upon registering any trade mark the comp-
‘“ troller shall enter in the register the date on which the
‘ application for registration was received by the comptroller
‘“ (which day shall be deemed to bo tho date of the registra-
‘““ tton) and such other particulars as he may think mneces-
i Eﬂ-ry.”

T.M.R. 34.—‘“Whero a person becomes entitled to a regis-
““ tered trade mark by assignment, transmission, or other
‘“ operation of law, a request for the entry of his name i
‘“ the register ag proprietor of the trade mark shall be ad-
‘“ dressed to the comptroller, and left at the Patent Office.”
The request must be made i Form I (pos?, p. 288. Sce
Instruction 42, post, p. 202).

T.M.R. 35.—“Such request shall in the case of an indivi-
‘“ dual be made and signed by the person requiring to be
‘ registered as proprietor, and in the case of « firm or part-
‘“ nership by some one or more members of such firm or
‘“ partnership, or in either case by his or their agent respec-
‘“ tively duly authorized to tho satistaction of the comptroller,
‘“ and in the case of a body corporate by their agent, autho-
‘‘ rized in like manner.”

T.M.R. 36.—¢‘ Every such request shall stato the name,
‘“ address, and description of the person claiming {o be cntitled
‘“ to the trade mark (hereinafter called the claimant), and the
‘‘ particulars of the assignment, transmission, or other opera-
‘“ tion of law, by virtue of which he requires to be entered
‘‘ in the register as proprietor, so as to show the manner in
‘“ which, and the person or persons to whom, the trade mark
‘“ has been asstgned or transmitfed, and so as to show further
‘“ that it has been so assigned or transmitted in connexion
““ with the goodwill of the business concerned in the particular
‘““ 200ds or classes of goods for which the trade mark has been

‘¢ registered.”

T.M.R. 37.—¢ Every suchrequest shall be accompanied by
‘“ g statutory declaration to he thereunder written, verifying
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‘ the several statements therein, and declaring that the par-
““ ticulars above described comprise every material fact and
‘“ document affecting the proprietorship of the trade mark as
¢ ¢claimed by such request.”

T.M.R. 38.—“The claimant shall furnish to the comp-
‘“ troller such other proof of title and of the existence and
‘“ ownership of such goodwill as aforesaid as he may require
“ for his satisfaction.”

T M.R. 39.—* A body corporate may be registered as pro-
‘‘ prietor by its corporate name.”

T.M.R. 44.-—¢ Where an order has been made by the Court
‘ in cither of the following cases, viz.:—
““ (@) Allowing an appeal under section 62 of the said Act;
‘““(5) Disallowing an opposition to registration under
‘“ gsection 69; or,
““(¢) Under the provisions of secctions 72, 90, or 92 of the
“ gsaid Act,
‘““ the person in whose favour such order has been made,
‘“ or such one of them, if more than one, as tho comptroller
‘“ may direct, shall forthwith leave at the Patent Otfice an
‘“ office copy of such order. The register shall thereupon be
‘“ rectified or altered, or the purport of such order shall other-
‘“ wise be duly entered in the register, as the case may be.”

T.M.R. 45.—“ Where a trade mark has been removed
“ from the register for nonpayment of the prescribed feo
‘“ or otherwise, under the provisions of section 79 of the said
‘“ Act, the comptroller shall cause to be entered in the re-
‘“ oister a record of such removal, and the cause thereof.”

T.M.R. 46.—* If the registered proprietor of a trade mark
‘“ send to the comptroller, together with the prescribed fee,
““ notice of an alteration in his address, the comptroller shall
‘“ alter the register accordingly.” (See Form M, post, p. 239.)

T.M.R. 47.—¢ Whenever an order is made by the Court
‘ for making, expunging, or varying an entry trom or in the
‘“ regrister, the comptroller shall, 1f he thinks that such rectifi-
‘ cation or variation should be made public, and at the
‘““ expense of the person applying for the same, publish, by
‘“ advertisement or otherwise, and in such manner as he
“ thinks just, the circumstances autending the rectification
‘¢ or variation in the register.”

79.—(1.) At a time not being less than two
months nor more than three months before the
expiration of fourteen years from the date of the
registration of a trade mark, the comptroller shall
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send notice to the registered proprictor that the
trade mark will be removed from the register
unless the proprictor pays to the comptroller
before the expiration of such fourteen years
(naming the date at which the same will expire)
the presceribed fee; and 1f such fee be not pre-
viously paid, he shall at the expiration of one
month from the date of the giving of the first
notice send a second notice to the same cftect.

(2.) If such fee be not paid before the expira-
tion of such fourteen years the comptroller may
after the end of three months from the expiration
of such fourteen years remove the mark from the
register, and so {rom tume to time at the expira-
tion of cvery period of fourtcen years.

(3.) If before the expiration of the said three
months the registered proprictor pays the said fee
together with the additional prescribed fee, the
comptroller may without removing such trade
mark from the register aceept the said fee as if 1t
had been paid betfore the expmation of the said
fourteen years.

(4.) Where after the said three months a trade
mark has Dbeen removed from the register for
nonpayment of the preseribed fee, the comptroller
may, if satisfied that it 1s just so to do, restore such
trade mark to the register on payment ot the pre-
seribed additional fee.

(5.) Where a trade mark has been removed
from the register for nonpayment of the fee or
otherwise, such trade mark shall nevertheless for
the purpose of any application for registration
during the five years next after the date of such
removal, be deemed to be a trade mark which 1s

already registered.
Fees.

1
§ 79.

9

80. There shall be paid m respect ot applica~ Feesforregis-

tions and registration and other matters under this trasion, &e.

B. X
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part of this Act, such fees as may he from time to
time, with the sanction of the Treasury, prescribed
by the Board of Trade; and such fees shall he
levied and paid to the account of her Majesty’s
Iixchequer 1 such manner as the Treasury may
from time to time direct.

For schedule of fees, sce post, p. 206. All fees must be
paid by means of stamped forms, which may be obtained at
various post offices.  (Sce list of post offices, post, p. 215.)

Sheffield Marks.

81. With respeet to the master, wardens,
scarchers, assistants, and commonalty of the
Company of Cutlers in ITallamshire, in the county
of York (in tlus Act called the Cutlers’ Company)
and the marks or devices (in this Act called
Shefficld marks) assigned or registered by the
master, wardens, searchers, and assistants of that
company, the following provisions shall have
citect :

(1.) The Cutlers’ Company shall establish and
keep at Sheflield a new Register of Trade
Marks (in this Act called the Sheflicld Re-
oister)

(2.) The Cutlers’ Company shall enter in the
Sheffield Register, mn respeet of cutlery, edge
tools, or raw steel and the goods mentioned
in the next sub-seetion, all the trade marks
entered before the commencement of this Act
in respect of cutlery, edge tools, or raw steel
and such goods iIn the register estahlished
under the Trade Marks Registration Act,
1875, belonging to persons carrying on busi-
ness m Hallamshire, or within six miles
thereof, and shall also enter in such register,
1 respect of the same goods, all the trade
marks which shall have been assigned by the
Cutlers’ Company and actually used before
the commencement of this Act, but which
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have not been entered in the register csta-
blished under the Trade Marks Registration
Act, 1875:

(3.) An application for registration of a trade
mark used on cutlery, edge tools, or on raw
steel, or on goods made of steel, or of steel
and iron combined, whether with or without
a cutting edge, shall, if made after the com-
mencement of this Aet by a person carrying
on business in Ilallamshire, or within six
miles thercot, be made to the Cutlers’ Com-
pany :

(4.) Every application so made to the Cutlers’
Company shall be notified to the comptroller
in the prescribed manner, and unless the
comptroller within the prescribed time gives
notice to the Cutlers’ Company that he objeets
to the acceptance of the applieation, i1t shall
be proceeded with by the Cutlers’ Company
in the prescribed manner:

(5.) If the comptroller gives notice of objection
as aforesaid, the application shall not be pro-
cceded with by the Cutlers’ Company, but
any person aggriecved may appeal to the
Court:

(6.) Upon the registration of a trade mark in
the Sheflicld Register the Cutlers’ Company
shall give notice thercof to the comptroller,
who shall thereupon enter the mark in the Re-
cister of Trade Marks; and such registration
shall bear date as of the day ot application to
the Cutlers’ Company, and have the same
effect as if the application had been made to
the comptroller on that day :

(7.) The provisions of this Act, and of any
ceneral rules made under this Aect, with re-
speet to application for registration in the
Register of Trade Marks, the cffeet of such

| K 2
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registration, and the assisnment and trans-
mission of rights m a registered trade mark
shall apply in the case of applications and
registration in the Shefficld Register ; and
notice of cvery entry made in the Shefhield
Register must he given to the comptroller by
the Cutlers’ Company, save and exeept that
the provisions of this sub-section shall not
prejudice or aftect any life, estate, and in-
terest of a widow ot the holder of any Sheffield
mark which may be in force in respeet of such
mark at the time when 1t shall he placed upon
the Sheflicld Register :

(8.) Where the comptroller receives from any

person not carrying on husiness in Hallam-
shire or within six miles thereof an applica-
tion for registration of a trade mark used on
cutlery, edge tools, or on raw stecl, or on
goods made of steel, or of steel and iron com-
bmed, whether with or without a cutting
cdge, he shall mn the preseribed manner notify
the application and proceedings thercon to
the Cutlers’ Company :

(9.) At the expiration of five years from the

commencement of this Act the Cutlers’ Com-
pany shall close the Cutlers’ Register of cor-
porate trade marks, and thercupon all marks
entered therein shall, unless entered in the

Sheflicld Register, be deemed to have been
abandoned :

(10.) A person may (notwithstanding anything

in any Act relating to the Cutlers’ Company)
be registered 1n the Shefticld Register as pro-
prictor of two or more trade marks :

(11.) A body of persons, corporate or not cor-

porate, may (notwithstanding anything in
any Act relating to the Cutlers’ Company) be
registered 1n the Sheflield Register as pro-
prictor of a trade mark or trade marks:
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(12.) Any person aggrieved by a decision of the
Cutlers’ Company i respeet of anything
done or omitted under this Aet may, i the
prescribed manner, appeal to the comptroller,
who shall have power to confirm reverse or

modify the decision, but the deciston of the

comptroller shall be subject to a further ap-
peal to the Court:

(13.) So much of the Cutlers’ Company’s Acts
as apphes to the summary punishment of
persons counterfeiting  Sheflicld  corporate
marks, that 1s to say, the fifth section of the
Cutlers’ Company’s Act of 1814, and the pro-
vislons i relation to the recovery and appli-
cation of the penalty mmposed by such last-
mentioned scetion contamned m the Cutlers
Company’s Act of 1791, shall apply to ary
mark entered in the Sheflicld Register.

For a short account of the Cuatlers’ Company and their

marks, sec anfe, p. -1d.

The following Rules have been made with reference to this

section ;—

T.M.R. 53.— All applications to the Cutlers’ Company for
“ registration of a trade mark, under scction 81 of the said
“ Act, shall be in duplicate, accompanied by the preseribed
‘“ fees and representations.”

T.M.R. 54.-—“ The Cutlers’ Company shall, within scven
“ days of the receipt by them of an application to register a
‘¢ trade mark, send tho comptroller one copy of such applica-
‘‘ tion, by way of notice thereof, together with two represonta-
“ tions of the mark for each class for which tho appiicant
‘ seeks registration.”

T.M.R. 55.—¢ (1.) The time within which the comptroller
““ shall give notice to the Cutlers’ Company of any objection he
‘“ may have to the acceptance of an application for registration
‘“ made to the said company shall bo one month from tho date
‘“ of the receipt by the comptroller of the notice from the said
“ company of the making of tho application.

“(2.) If no such objection is made by the comptroller, the
““ Cutlers’ Company shall require the applicant to send the
‘“ comptroller a wood block or electrotype as the comptroller
““ may direct, and the comptroller shall if satistied with such
¢ wood block or clectrotype, advertise the application in the
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8 81. ‘“ gamo mannor as an application made to him at the Patent

““ Office.
‘“ (3.) Tho manner in which the comptroller shall notity to

‘ the Cutlers’ Company an application and proccedings thereon
‘“ made as mentioned in sub-section 8 o. section 81, of the said
‘““ Act shall bo by sending to the Cutlers’ Company a copy of
‘“ tho official paper containing the application of which notico
‘““ i3 required to be given, with a note distinguishing such
‘¢ application.”’ "

T.M.R. 56.—¢ The provisions of these Rules (see post, pp.
‘“ 183--191), as to forms, representations, the procecdings on
¢ opposition to registration, registration, and all subsequent
‘ proceedings shall, as far as tho circumstances allow, apply
““ to all applications to register mado to the Cutlers’ Company,
“ and to all proceedings consequent thereon.”

The following instruction has also been 1ssued by the corap-

trollor as to Sheffield marks (seo Instruction 37, post, p. 201) :—

‘“ Apphications made to the Cutlers’ Company in pursuance
‘““ of section 81 of the Patents, Designs, and Trade Marks
¢“ Act, 1883, should be made on Form ¢ 7.,” the address in the
¢“ left-hand corner to be, ¢ To the Cutlers’ Company, Sheffield,’
‘““ mstead of ‘To the Comptrolicr,” and should be left at, or
‘“ sent by post to, the Cutlers’ Hall, Sheflield.

‘ Kach application should be accompanied by an unstamped
“ copy on foolscap paper. (See Rule 53.)

“ Applications sent by post should he addressed—

‘“ Cmas. Macro Winsoy, Esq.,
¢ Tho La-v Clerk,
‘“ The Cutlers’ Hall, Sheffield.”

PART V.
(GENERAL.
Patent Office and Proceedings thereat.

Patent Office,  88,—(1.) The Treasury may provide for the
purposes of this Act an officc with all requisite
puildings and eonveniences, which shall be called,
and 1s in this Act referred to as, the Patent Office.

(2.) Until a new Patent Office is provided, the
offices of the Commissioners of Patents for inven-
tions and for the registration of designs and trade
marks cxisting at the commencement of this Act
shall be the Patent Office within the meaning of

this Act.
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(3.) The Patent Ullice shall be under the imme-
diate control of an officer called the comptroller
ocneral of patents, designs, and wrade marks, who
shall act under the superintendence and direction
of the Board of Trade.

(4.) Any act or thing directed to he done by or
to the comptroller may, in his absence, be done by
or to any officer Tor the time being in that behalf
authorized by the Board of Trade.

83.—(1.) The Board of Trade may at any time
after the passing of this Act, and from time to
time, subject to the approval of the 'L'reasury,
appoint the comptroller general of patents, designs,
and trade marks, and so many examiners and
other officers and clerks, with such designations
and duties as the Board of Trade think fit, and
may from time to time remove any of those officers
and clerks.

(2.) The salaries of those officers and clerks
shall be appointed by the Board of Trade, with
the concurrcnce of the Treasury, and the same
and the other expenses of the execution of this
Act shall be paid out of mouey provided by Par-
liament.

84.. There shall be a scal for the Patent Office,
and impressions thereof shall be judicially noticed
and admitted in evidence. *

85. There shall not be entered 1n any register
kept under this Act, or be rcceivable by the
comptroller, any notice of any trust expressed,
implied or constructive.

86. The comptroller may rcfusc to grant a
patent for an invention, or to register a design
or trade mark, of which the use would, i his
opinion, be contrary to law or morality.

87. Where a person becomes entitled by as-

sionment, transmission, or other operution of law
to a patent, or to the copyright m a rcgistered
design, or to a registered trade mark, the comp-
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troller shall on request, and on proof of title to
his satisfaction, cause the name of such person to
be entered as proprietor of the patent, copyright
m the design, or trade mark, i the register of
patents, designs, or trade marks, as the case
may be. The person for the time being entered m
the register of patents, designs or trade marks, as
proprictor of a patent, copyright i a design or
trade mark as the case may be, shall, subject to any
rights appearmg from such register to be vested m
any other person, have power absolutely to assign,
orant licenses as to, or otherwise deal with, the same
and to give cftectual reecipts for any consideration
tor such assignment, license, or dealing.  Provided
that dny equities 1 respect of such patent, design,
or trade mark may be cnforced in like manner as
1 respect of any other personal property-

88. livery register kept under this Act shall
at all convenient times be open to the inspee-
tion of the publie, subject to such regulations
as may be prescribed; and certified copies, sealed
with the seal of the Patent Office, of any entry i
any such register shall be given to any person
requiring tiic same on payment of the prescribed
tee.

89. Printed or written copics or extracts,
purporting to be certified by the comptroller and
scaled with the seal of the DPatent Office, of or
from patents specifications disclaimers and other
documents 1n the Datent Ofiice, and of or from
registers and other books kept there, shall he ad-
mitted in evidence in all courts in her Majesty’s
dominions, and i all proceedings, without further
proof or production of the originals.

90.—(1.) The Court may on the application
of any person aggricved by the omission without
sufficient cause ot the name of any person from
any register kept under this Act, or by any entry
made without suficient cause 1n any such register,
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make such order for making expunging or vary-
g the entry, as the Court thinks fit; or the
Court may refuse the application; and n either
cas¢ may make such order with respeet to the
costs of the proceedings as the Court thinks fit.

(2.) The Court may i any proceeding under
this section decide any question that it may be
neeessary or expedient to decide for the rectifica-
tion of a register, and may direct an 1ssue to be
tried for the decision of any question of fact, and
may award damages to the party agerieved.

(3.) Any ovder of the Court reetifying a
recister shall direct that due notice of the recti-
fication be given to the comptroller.

This scetion 1s a modiiication of sect. 5 of the Trade
Marks Registration Aet, 1875, but it applies not only to the
register of trade marks, but also the registers of patents and
designs.

With regard to the registers of trade marks and designs,
the section appears to authorize 2 recourse to the Court by an
applicant for registration, whose application has been refused
by the comptroller and the Board of Trade.

But with regard to the register of patents, the section hardly
appears to cover the case of a refusal to grant a patent,
althiough such & case scems to be of a character simlar to that
of the refusal of registration of a trade mark or design.,

With regard to the register of trade marks, the section
would appear to apply also to the following cases :—

(1.) Where it is desired to remove from the register a trade
mark which was not o proper subject for registra-
tion, cither as being a mark which was common
nroperty in the trade, or as being o mark so nearly
similar to another as to he calculated to deceive, oras
otherwisenot complying witlithe provisionsof the Act.

(2.) Where a trade mark has been registored by a person
other than the true proprietor thereof.

With rezard to the register of designs, the section would

appear to apply also to the following cases 1—
(1.) Where it is dezired to cancel the registration of a design
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