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PREFACE

IT has been thought well {o inelude in this Hand-
book all the principal legal monopolies dependmfr
on invention, and for this reason the law of copy-
right finds a place in close relationship with the
law of patents.

The Author is conscious that the book is open to
criticism, as well on account of what it omits as
of its inclusions; but in writing, under somewhat
strict conditions, a volume that is intended to be
very concise, and, as far as the subjects permit,
of a popular natuve, it 18 impossible to fulfil the _
requirements of every eritic, or even of the Author
himself, Some will no doubt object to the meagre
reference to points of practice, others that practice_
should have been whelly excluded. A similar
difference of opinion will manifest itself regarding
the citation of cases.

The reader is warned that a Copyright Bill (H.
L. 7) was this year introduced into the House of
Lords by Lord Monkswe&l, acting at the request
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of the Society of Authors; that it reached the
stage of second reading; and that this Bill, what-
ever its ultimate shape, is bound to alter in many
important particulars the existing law on the
subject.

In conclusion, the Author should be thankful for
any communications pointing out: errors in com-
mission or oﬁlission, so that future editions may be
as far as possible complete.

W. A. BEWES.

11 SToNE BUILDINGS,
Lincern’s INN, W.C,,
1st August 1891,
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INTRODUCTION

Tue popular idea of the meaning of the word ¢ copyright ”
" corresponds in the main with the legal usage of the word,
and is interpreted to be, so far as concerns certain subjects
to which the word may be applied, “the sole and exclu-
sive libeity of printing or otherwise multiplying copies”
(b and 6 Vict, c. 45, s. 2).
- For the purpose of ascertaining the condition and
principles of the existing law, it is unnecessary to pursue
historical studies with any minuteness, as ever since the
reign of Queen Anno copyright has existed only as the
creation of statutes, If will be sufficient, in considering
this part of our subject, to remember that shortly after
the invention of prinfing and its introduction into Eng-
land, the Crown successfully claimed on the ground of
prerogative-—first, general censorial rights over all matter
printed and to be printed ; secondly, from the time of
the Reformation the power of granting, as a monopoly,
the right of printing or selling books, The censorial
jurisdiction of the Star Chamber i1s to be traced to the
first claim, and to the second the foundation by Queen
Mary of the Stationers Company, with the privilege of
printing confined to its members.

The suppression of the Star Chamber gave occasion for
the Licensing Act of 1662 (13 and 14 Car. 1I, c. 33),

which was a temporary measure renewed, with intervals,
3



4 COPYRIGHT

until the year 1635, The extinction of the licensing
authority left authors of works and owners of copyrights
with most imperfect remedies for the protection of their
property, and so gross did literary piracy become that in
the year 1709 the first Copyright Act (8 Anne, ¢, 21) was

passed.
This Act, besides giving a monopoly to the owners of

works already published for the term of twenty-one years
from 10th April 1710, gave to the author of any book, not
already published, the sole liberty of printing and reprint-
ing the same for the term of fourteen years from the date
of publication, and, if the authors were living at the end

of this term, a further term of fourteen years.
The most instructive cass to show the change wrought

by this Statute is Donaldson v. Becket, 4 Burr. 2408,
which went to the House of Lords, which decided in
accordance with the views of the majority of the Judges:

1st. That at Common Law (7.e. by the law not contained"
in Statutes) the author of any book or literary composi-
tion had, before the Statute of Anne, the sole right of first
printing and publishing the same for sale ; and might
bring an action against any person who printed, published,

_and sold the same without his consent.
- 2d, That the Common Law did not take away his

right, upon his prmtmrr and pubhshmrr such book ‘or

l1ter&ry composition.
3d. That such right of action was taken away by

the Statute of 8th Anne, 5,19, the author having there-
after only the nﬂhts n.nd mmedles gwen or re&cwed by

that Statute.
This Act was repealed by b-and 6 Viet., c. 45, the

prowsmns of which wilk be found in the followmﬂ paﬂres,'
passzm, “ ' : -



CHAPTER I

RIGHTS OF AUTHORS PREVIOUS TO PUBLICATION

Previous to publication an author. has absolute control
over kis own producticn, and this whether it be literary,
artistic, or any other work. It 18 within his power to
determine whether he will publish at all, and under what
conditions, If he decline to publish, no unauthorised
person may publish his production, The right of secreey
descends to the author’s representatives, and is of so
personal a nature that it does not pass to the official
receiver, In the event of bankruptey; although, if the
work were published during the bankruptey, tho creditors
could claim the benefit.

The leading case on this branch of the subject is Prince
Albert v. Strange (1849), 1 Maec. and G. 25, in which it
was proved that Her Majesty the Queen and the Prince
Consort both etched certain plates, partly from drawings
made by themselves and partly from old engravings ; that
occastonally and very rarely copies of such etchings had
been given to some of their personal friends, Certain
plates were confided to a Mr. Brown, of Windsor, with
siructions to take a definite number of impressions ; but
an employé of his, in breach of confidence, took extra
impresgions, which came into the possession of Strange,

who proposed to exhibit them to the public. . ‘The Lord
5
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Chancellor, in upholding an injunction, held that the
defendant had no right even to publish a descriptive
catalogue, much less to exhibit the engravings. - Mr.
- Justice Yates said, in Mzllar v. Taylor (1749), 4 Burr.,
p. 2379 : “Ideas are free. But while the author confines
them to his study, they are like birds in a cage, which
none but he can have a.right to let fly.”

Closely connected with the above is the right of pre-
venting publication of private or confidentizl communi-
. cations, whether oral or written, as Lord Eldon once
gaid : “ If one of the late king’s physicians had kept a
diary of what he heard and saw, this Court would not,
in the king's lifetime, have permitted him to print and
publish it ;” nor, it is presumed, even after his death,
if his representatives objected. Persons who wwrite
‘ reminiscences ¥ would do well to remember this and
what follows. '

Letters written by one person to another, and not
intended for publication, cannot he published by the
receiver without the consent of the sender, though the
receiver owns the paper on which the letter is written,
and may recover 1t even from the sender, if 1t is returned
to him without the intention that the property should
pass. The sender’s right of secrecy is based on breach
of confidence and of the author’s right fo publish. Thus,
in 1741, the poet Pope succeeded in stopping the sale of his
private correspondence, which had already been published
in Jreland ; and Lo.sd Chesterfield’s executors in 1774
prevented the publication of his letters to his son, though
the book was subsequently published with their consent.

The receiver may.show the letter to others, provided
he be not thereby publishing a libel, or even may read it
aloud to several persons at once, unless there is an agree-
ment to the contfrary express or implied, e.g, if a con-
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~dition of privacy were impesed. It scems that even
letters marked ¢ private” may be published, if necessary
to the defence of character. They may also be printed
in a fair roport of proceedings in a Court of Justice, if
published without malice— White v. Dickson (1881), 8
Dec. Ct. Ses., 4th Ser., 898, The receiver has, of course,
the right to destroy umnless ther¢ be a condition to the
contrary express or implied.

Letters scnt for publication, e.g. to the editor of a
newspaper, may be withdrawn by the writer before pub-
lication—Davis v. Millar (1835), 17 Dec. Ct. Ses., 2d
Ser., 1166.

The rights in respect of correspondence, writien or
received by a servant or agent in the course of his employ-
ment, are in the principal ; and so, too, where a person
alleges untruly that he acts on Lehalf of a principal. An
employ¢ may be prevented by injunction from divulging
seerets or confidential communications learnt in ' the
execution of his duty.

In the case of lectures, it is necessary to observe that,
delivery to a private or limited audience is nof delivery
to the world at large, and does not give hearers the right
to publish, See p. 19, _

By the Official Secrets Act 1889, 52 and 53 Vict., ¢. 52,
any person aftempting to obtain official information
wrongfully, as in the Act specified, and any person who
by means of holding or having held office has obtained
any document, ete., and communicated such document, ete.,
to any person to whom the same ought not in the public
interest to be communicated at that time, are liable to
fine and imprisonment. The prosecution must be by or
with the consent of the Attorney-General.

Seeref official documents are always protected from
production in a Court of Justice.



CHAPTER 1II

THE SUBJECT-MATTER

N.B.—It is intended in this chapter to deal only with those works
which come under the definition clause of the Act of 1842 (6 and 6
Vict., c. 45).

By s. 2 of that Act it is enacted: “That in the con-
struction of this Act the word ¢ book? shall be construed
to mean and include every volume, part, or division of a
volume, pamphlet, sheet -of letterpress, sheet of music,
map, chart, or plan separately published ; that thie words
‘ dramatic piece’ shall be coustrued to mean and include
cvery tragedy, comedy, play, opera, farce, or other scenic,
musical, or dramatic entertainment.”

Provided the work be literary (even in the most attenu-
ated sense) it will be protected, and it is not necessary to
show any lasting benefit fo the world. |

The following have been held to be within the defini-
tion : — A periodical or magazine, Punch-— being one
sheet of letterpress folded in form of a book, a collection
of privato correspondence, a bird’s-eye map published
separately, a calendar, a single sheet of music forming
part of o book, a gazetteer, a directory, a trade catalogne,
a Christmas card, a book of printg and illustrations. See
Maple & Co. v. Junior Army, ete. (1882), 21 Ch. D., 369.

The following are not within the definition :—-A single
; _
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design or picture, the face of a barometer with letterpress
printed on it and separately published, a photograph-
album-~the only infringement alleged being in respect of
the title, nor a scoring-sheet with common printed words,

a puzzle with a printed key attached.

ORIGINALITY .

No work that is not original can be copyright; and
this applies to all productions within the copyright
statules. See also under * Infringement,” infra.

It should be premised that the Court will not allow 1ts
procedure to be used to protect a work that is libellous,
blasphemous as controverting the doctrines of Scripture,
indecent, or inimical to the interests of the State; and
this although the refusal to restrain publication by another
indirectly operates to increase the circulation of a bad book.

Originality must be either in matter or arrangenient.
Although but a small portion of a book be original, the
author is enfitled to protect that by registration, unless
other parts of the work infringe another’s copyright.

The following are among those held to be “ original”:—
T'ranslations from a foreign language (but seo pp. 62 and
71), engraving reduced from a picture, law reports, a law
digest ; but not such common-place productions as simple
calculation-tables, which can easily be compiled by any
person in a few hours.

There is no monopoly in a theory, nor in the arguments
which support it.

A work may be “original” which consists of a com-
pilation of existing information, not protected as copy-
right. or which is founded upon authorities to which the
author has been referred by an existing work.

Again, although there be mo copyright in a reprint,
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there is in any new notes and illustrations that are added,
as in Black v. Murray (1870), 9 Dee. Ct. Ses., 3d Ser.,
341 ; and so new matter in new editions is protected.

It is dangerous to rely on the dictum in one case, that
the necessary originalily may consist in arrangement, as
it is difficult to conceive a case in which material, plainly
stolen from an existing woulk, can be so arranged as to be
cntirely novel, all forms of arrangement of ordinary books
being merely mew applications of existing principles.
Thus information imparted by question and answer may
be protected as original in itself, but not on the ground
of its form ; and it has been held that material on one
branch of a subject, e.g. law, extracted from a copyright
digest and published separately, infringes the law.

INFRINGEMENT

By & 15 of the 1842 Act, “If any person shall, in
any part of the British Dominions, . . . print or cause to
be printed, either for sale or exportation, any book in
which there shall be subsisting copyright, without the
consent in writing of the proprietor thereof, or shall
import for sale or hire any such book so having been un-
lawfully printed from parts beyond the sea, or knowing
such book to have been so unlawfully printed or iinported,
shall sell, publish, or expose tv sale or hire, or cause to be
sold, published, or exposed to sale or hire, or shall have
in his possession, for sale or hire, any such book so un-
lawfully printed or imported, without such consent as
aforesaid,” he shall be liable to an action for damages,
in any court of record having jurisdiction where the
offence shall be committed. The Court of Chancery
would assist by granting an injunction where the case is
clear or the balance of convenience allows.
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The defendant in an action for infringement must,
with his pleading, deliver to ths plaintifl notice in writing
of any objcctions which he means to rely upon at the
trial, and must in certain cases set oub what he alleges to
- be the true facts.

Mere imitation is allowable, and so is fair usc of
existing books, but not servile copying, even though the
copy be made for private use and not for sale.

It is not all copying that is actionable, the Court
always regarding not merely quantity but quality. Thus
Mr. Smith, in his ¢ Leading Cases,” had copied. verbatim
several reports of cases, the copyright in which belenged
to the plaintiffs; but the Court refused an injunction on
the ground that the bulk of the work was composed of
laborious notes, which were original, In another case,
Mr. Hotten had published a Zife of Napoleon III, and
part of the book was illustrated by caricatures, nine of
which were taken from Punck. The Court held that
this was an infringement mainly on the ground of quan-
tity., The decision would have been the other way if
(say) only one picture had been copied. And yet under
other circumstances the copying of a single picture might
be actionable, e.g. o rare picture in a book or a picture
protected by artistic copyright (g.v. p. 35).

The slightest circumstances make important distine-
tions. For instance, a fair history of tho maps of a
country, including a reprint of both the old and copy-
right maps, might be held legal if the object were & bond
Jjide history, bub not if the jury were of opinion that the
book were a scheme for profiting by publishing the copy-
right maps of another man, See Wilkins v, Ailin (1810),
17 Ves,, 422, Again, a learned judge has said, “ You
cannot make out piracy where you have to track mere
passages and lines through hundreds of pages.”
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The question of materiality, or quality of the matter
appropriated, was much discussed in Chatterlon v. Cuve
(1878), L. R., 3 App. Cas., 483, where part of the plaintiff’s
drama was said to have been unfairly copied. Lord
O’Hagan said: “To render a writer liable for literary
piracy, he must be shown to have taken a material portion
of the publication of another: the question as to 1its
materiality being left to be decided by the corsideration
of its quantity and value, which must vary indefinitely in
various circumstances. . . . The quantity taken may be
greab or small, but if it comprise a material pertion of the
book, it is taken illegally. The question is as to the sub-
stance of the thing, and if there be no abstraction of that
which may be substantially appreciated, no penalty is
incurred. . . » In all cases, the matter i1s dealt with as
one of degree. In all, quantity and value are both the
subjects of consideration, and in none of them has an
infringement been established without satisfactory evi-
dence of an appropriation, possibly involving a substantial
loss to one person and a substantial gain to another,
although . . . the damage to the plaintiff is not the fest
of the defendant’s liability, and the penalty is to be paid
even iIf there is no actual damage.”

Of comrse it iz no more justifiable to retransiate a
copyright work from a foreign language than fo use the
original itself,

Fair Use.~1t is a fair use of a preceding work to con-
sult the authorities referred to therein,

Where the information in rival books must necessarily
be the same, the question arises: What use may an
author make of a previous work on the same sub-

~ ject? In the case of directories, it appesrs that a can-
vasser for the proposed work may fairly use the pre-
ceding book for the purpose of ascertaining names,
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addresges, ete., of communicating with the persons
therein indicated, and putting questions to them with
the object of correcting or verifying the entries. But he
must not use slips taken from the former book, even
after correction or verification, and print them bodily into
his new book., Thoe “copy” must be prepared by fresh
and independent labour. See Morris v, Wright (1870),
L. R., 5 Ch., 279,

Spiers v. Brown (1858), 6 W. R., 352, is the chief case
on dictionaries, The defendant was proved to have had
the plaintifi’s work constantly before him; Lut, though by
far the greater portion had been taken and abridged from
this book, 1t was held that as much consisted of emana-
tions from the defendant’s brain, much of {ranslations
from another author, some parts from other dictionaries,
and as the defendant had subsequently compared, revised,
erased, and elaborated, and the book was then subjected
to revision and examination by another learned man, the
defendant had not gone beyond what the Court would
allow, but had produced a different work from the plaintiffs,

Abridgment and Reviews.~—It i3 well established that
an abridgment of a copyright book may be published pro-
vided the abridgment be “fair,” But it is certain-that
the old cases allowed greater: liberties than would now be
permitted. |

1t 1s safe to say that a man. may not, under pretence of
roviewing, publish.the major part of another's work, as
wheie seventy-five pages'out of one-hundred and eighteen
were printed together with three similar engravings ; nor
may he reprint; e.g., 2 whole act or scene from.a play, when,
‘altheugh: it form but a small: portion .of the review, it is an
‘Important partof the play ;- nor may:hé reproduce a book
‘thitt is colourably shortened only ; nor copyright matter
‘which forms- the bulk:of the new book, the review being
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an nferior addition ; nor, under the pretence of publishing
illustrations, etc., may e publish copyright letterpress to
which the illustrations apply. But, on the other hand, as
was said by Lord Hatherley in Chatterfon v. Cave (1878),
3 App.,Cas., 492 : “ Books are published with an expecta-
tion, if not a desire, that they will be criticised in the
reviews, and, if deemed valuable, that parts of them will
be used as affording illustrations by way of quotation, or
the like ; and if the quantity taken be neither substantial
nor material-—if, as it has been expressed by some judges,
‘a fair use’ only be made of the publication, no wrong is
done, and no action can be brought.”

Dramatisation of a Tale—Copyright in a book is not
infringed by its representation on the stage, the two
richts being absolutely distinct ; but if, for the purpose of
production on the stage, copies, manuscript or otherwise,
are made of material parts of the book, the person causing
the copies to be made is liable to a perpetual injunction—
Warne v. Seebokm (1888), 39 Ch. D., 73. To avoid this
result it i1s only nccessary that the book itself, and not
unauthorised copies, should be used.

Music—The music of an unpublished opera may be
infringed by opera-music taken from the pianoforte arrange-
‘ment already published—Fairlie v. Boosey (1879), 4
App. Cas, 711.

Fraud.—~There 18 no moénopoly in the subject-maftter
of a publication, nor in its appearance or “get-up ”; nor
is there any copyright in a simple title, though there may
be one in a titie occupying a whole page and requiring
ingenuity in its composition, But similarity in title,
advertisement, shape, appearance, etc., are all material for
ascertaining whether a man is passing off another man’s
work as his own or his own as another man’s, The
plaintiff, in seceking to protcct his title, would have to
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prove (1) that his work had acquired reputation in the
market, under the title sought to be protected ; (2) that
the title was used exclusively by the plaintiff, and was
original in its application to the special class of work;
(3) that tho defendant’s title was the same, or so similar
as to be calculated to deceive the public—giving, except
in very plain cases, instances of deception; (4) that the
nature of the two works was similar; {5) the probability
that the plaintiff would be injured. See Borthwick v.
Evening Post (1888), 37 Ch. D., 449 ; Metzler v. Wood
(1878), 8 Ch. D., 606 ; and Iagram v, Stgff (1859), & Jur.
N. S., 947, where defendant was restrained from publish-
ing The Daily London Jourrnal in breach of a covenant
made on parting with The Londorn Journal. . And see
p. 76.

Practice—A plaintiff can only succeed in an action for
infringement if he is acting in good faith ; and so, where
his book is substantially a reproduction of another’s book,
he cannot prevent a third person copying his improve-
ments and alterations; but where the plaintiff is acting
honestly, though in fact infringing, his additions, etec.,
will be protected. .

Of course, if the plaintiff adverfises his book in a
fraudulent manner, e.g. as the work of a man other than
the author, he will not be protected in defending it from
piracy. - . ,

Agam, where the plaintiff has misled the defendant as
to his rights he cannot succeed. A proprietor does not
lose his rights because he does not proceed against every
infringer or for cvery infringement ; but infringements,
being acquiesced in, form good evidence of abandonment
of rights, So, according to one case, where the owner
-allows ten pirates, he may not restrain the eleventh; and,
‘again, long-continued aequiescence in infringement by one
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man would prevent an injunction being granted against
another.

Copyright i1s not lost by fhe bcok being allowed to
remain out of print for a number of years, unless there is
some further evidence of abandonment. The proprietor
may use his own discretion as to how and when he will
re-publish,

An cquitable title will be protected as thoroughly as
one which has been perfected according to the common
law.

The defendant, however honest in intention, will be
liable to an injunction if he has in fact made an undue -
use of another’s work, and although he has fully acknow-
ledged the original source of the appropriated material.
In Ager v. P. & O. Co. (1884), 26 Ch. D., 637, the de-
fendant company purchased from the plaintiff a copy of
his Standard Telegram Code, and made their own code by
using his words and affixing their own meanings to them.
Although they conceived they had a right to do this, the
Court granted an injunction.

It is no defence to prove that the defendants’ work is
useful to the public. The Copyright Acts are designed
to protect individuals, and & man has no right to benefit
the public to the detriment of the proprietor.

Importation.—The 1842 Act, in s, 17, forbids the im-
portation into the British Dominions, for sale or hire, of
any * printed book ” (see p. 8) wherein there 1s copyright,
and first composed or written or printed and published
in the United Kingdom, and imposes penalties together
with liability to forfeiture and seizure, The Act of 1862,
s. 10(p. 39), prohibits the importation of copies of paintings,
drawings, and photographs, except with the consent of the
proprietor or his agent authorised by writing, and makes
the pirate copies liable to seizure at the customs houses.
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Procecdings may also be taken either in a civil court for
damages, or before the magistrates in pefty sesstons.
The importation of copies of protected engravings 1s made
subject to penalties by 8 Geo. II, ¢. 13 (p. 36); and
that of sculptures, etc., to an action for damages by 54
Geo. 11, c. 56 (p. 44). And see p. 72.

It was held in Cooper v. Whittingham (1880), 15 Ch., D.,
201, that innocent imporfation will expose a defendant to
an ex parfe injunction, etc,, but if the plaintiff charges
him with “knowingly selling, publishing, or exposing,
ete.,” he must prove the knowledge.

By the Customs Laws Consolidation Act 1876, s. 44,
importation is forbidden of * books wherein the copyright
shall be first subsisting, first composed, or written or
printed in the United Kingdom, and printed or reprinted
in any other country, as to which the proprietor of such
copyright, or his agent, shall have given to the Com-
missioners of Customs a notice in writing, duly declared,
that such copyright subsists, such notice also stating when
such copyright will expire.”

By s. 44, hists of prohibited books must be exposed at
the customns houses in the several ports,

By s. 45, any person having cause to complain of the
insertion of any book in such lists, may apply to a judge at
chambers for a summons calling upon the person who gave
the above notice to show cause why the book should not
be expunged from the list. This section is not to prevent
persons aggrieved from pursuing any other remedies.

By s, 54, packages reported “ contents unknown” may
be opened and examined, and prohibited goods forfeited,
unless the Commissioners of Customs permit them to be
exported.

As to offences under the Merchandise Marks Act

1887, see Appendix;
- 2
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By the 1842 Act, s 23, pirate books are deemed the
property of the registered proprietor of the original work,
‘who, after demand thereof in writing, may bring an
action of detinue or conversion. | |

By s. 26, all proceedings must be commenced within
twelve months of the offence having been committed, but
‘this does not extend to actions, ete., for the non-delivery
of books {p. 30).

By s. 27, the richts of the Universities and of the
Colleges of Iton, Westminster, and Winchester arc pre-
served,



CHAPTER III

PUBLICATION

‘STATUTORY copyright springs from ¢ publication,” which
is equivalent to ¢ issuing to the public.” The exhibition
to a few friends of a manuscript is not publication, nor is
the printing and private circulation thereof.

““ A book is published by being printed and issued to
-the public ; a dramatic picce or a musical composition is
published by being publicly performed ; a piece of sculp-
ture or other work of art by being multiplied by casts or
other copies” (Boucicault v. Chatterton (1876), 5 Ch. D.,
267), but it does not mean *‘being made publict juris,
that is to say, being made the common property of every-
‘body, so that the author has lost all exclusive right in

this country.”

. In Caird v. Sime (1887), 12 App. Cas., 344, Lord
Watson said : “ The author’s right of property in his un-
published work being undoubted, 1t has also been settled
that he may communicate it to others, under such limita-
tions as will not interfere with the continuance of the
right. He cannot print and sell without publishing his
work, but he may legitimately impose restrictions which
will prevent its publication, whether the communication
be made by giving copies for private perusal or by recita-

tion before a select audience. In the Ilatter case the
19
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retention of the author’s right depends upon its being
either & matter of coniract or an implied condition.”
It was held that Irofessor Caird was entitled to an
interdict prohibiting the defender, one of his class at
Glasgow University, from publishing notes of the lectures,
although the lecturer was under an obligation to receive
into his class all possessing the requisite qualification.
Lectures delivered to an audience, admitted even gratui-
tously by ticket or admitted by payment, may not be
published against the will of the lecturer—Nzcols v. Pitman
(1884), 26 Ch. D., 374. But a man who lectures to any
one who chooses to attend, or a minister who preaches in
open church, thereby publishes his lectures or sermons {o
the world, and makes them the property of the public.
If the lecture or sermon had been previously published
as a book, copyright in the book would be secure; but
there is no right to prevent oral repetition of the con-
tents of a book, and to that exten{ there would be no
protection. Of course any member of an audience may
take notes for private use and show them to private
friends.

It secems convericnt to notice here that the right of
authors to their lectures is also to some extent protected
by Band § Will. 1V, ¢, 60 (1835), but the Act only applies
where notice in writing of the intended delivery of the
lecture has been given to fwo justices living within five
miles of the place of lecturing, two days at least before
the delivery of the lecture, It does not apply to any
lecture ‘“delivered In any university or public school or
college, or on any public foundation, or by any individual
in virtue of or according to any gift, endowment, or
foundation.” (8. 5.)

Any one who copies and publishes the lecture with-

out leave of the author or his assigns, and any one



PUBLICATION 21

"~ who knowingly sells, ete.,, shall forfeit all copies and
parts of copies, together with one penny for every sheet
thereof found in his custody, one-half to the Crown
and one-half to any person who shall sue for the same by
action. (S. 1.)

S. 2 applies the Act to the printers and publishers
of newspapers; and s, 3 declares that persons being
allowed to attend any lecture shall not therefore be
deemed to have had leave to copy.

Of course where a lecture has been previously printed,
the rights of the proprietor depend on 5 and 6 Viet,, c.
45, and not on this Act,

Music and Drama.—Representation of an opera on the
stage is not publication of the score, nor is the playing of
- a piece of music or the singing of a song.

In Fazirlie v. Boosey (1879), L. R., 4 App. Cas,, 711, it
was shown that Veré-Vert, an opera by Offenbach, aithough
it had been performed in Paris, had never been published.
~Two arrangements for the pianoforte, one with and the
other without vocal parts, had been published. Fairlie
used the pianoforte arrangements, and produced a dramatic
piece with English words. It was held that Boosey, who
was entitled to the MS. score of the opera, could obhtain
an 1njunction to prohibit Fairlie infringing his rights, as
the opera had never been published. The question was
chiefly one of degree; it being held that the publiea-
tion of the arrangements was not publication of the
opera.

Place.—To secure copyright under 5 and 6 Vict., e. 45,
the first publication must be in the United Kingdom
(and see p. 61); for although this is not expressed in
s0 many words in the statute, there are numerous indica-
tions which show that this was intended— Rouiledge v.
Low (1868), L. R., 3 H. L., 100. 'Where copyright once
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exists, it extends, by virtue of s. 29, to every part of the
British Dominions, whether there are local laws affecting
the matter or not. ]

There is no property in a future publication, nor in its
proposed title, and the registration of a work not already
published is void. |



CHAPTER 1V

LITERARY COPYRIGHT

The Teri.—By 8. 3 of the Act of 1842 it was enacted
that the copyright in every bhook should be the property
of the author and his assigns, and should endure for
the life of the author and seven years after his death, or
for forty-two years from the first publication, whichever.
term should be the longer, and that copyright-in a post-
humous book should erdure for forty-two years from the
first publication thereof, and should belong to the pro-
prietor of the author’s manuscript.

By s. 25, copyright is to be deemed personal property,
descending, on the death of the owner, like any other:
personal estate.

REGISTRATION

Registration is necessary for the profection of copyright.
in ““books” (for definition see p. 8), dramatic pieces,
musical compositions (see p. 47), and for paintings (p. 39).
No legal proceeding can be taken hefore registration (s. 24),
but there is no limit of fime fixed within which s work:
must be registered, In the case of “ books,” dramatie.
pieces, and musical compositions, the proprietor may take.

proceedings in respect of acts of infringement committed
23
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before registration, but it is otherwise in the case of
paintings,

By s. 11 of the Act -of 1842 it was provided that a
registry should be kept at Stationers Hall, which should
be open to inspection on payment of one shilling for
every entry searched for. A stamped and certified copy
of an entry is obtainable on payment of five shillings,
and is primd facie evidence of the proprietorship, assign-
ment or licence as therein expressed, and of the right
of performance., DBy s 12, making a false entry is a
misdemeanoun.

By s. 13 it is enacted that ‘it shall be lawful for the
proprietor of copyright in any book heretofore published
or in any book hereaiter to be published, to make
entry in the registry books of the Stationers Company
of the title of such book, the time of the first publi-
eation thereof, the name and place of abode of the
publisher thereof, and the name and place of abode of the
proprietor of the copyright of the said book, or of any
portion of such copyright, in the form in that behalf given
in the schedule to this Act, annexed (:nfra), upon payment
of the sum of five shillings to the officer of the said com-
pany ; and that it shall be lawful for cvery such regis-
tered proprietor to assign™ his interest, or any portion of
his interest therein, by making entry in the said book of
registry of such assignment, and of the name and place
of abodo of the assignee thereof, in the form given in that
behalf in the said schedule {(infra), on payment of the
like sum; and such assignment so entered shall be
effectual in law to all intents and purposes whatsoever,
without being subject to any stamp or duty, and shall be
of the same force and effect as if such assignment had |

been made. by deed.”
The forms referred to above are as follows :—
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No. 2.
Fory of REQuUIiring ENTRY of PROPRIETORSHIP.

I A.B. of do hereby certify, That
I am the Proprietor of the Copyright of a Book, intituled
Y.Z., and I herepy require you to make Kntry in the
Register Book of the Stafioners Company of my Pro-
prietorship of such Copyright, according to the Particulars
underwritten.

' ’ Name and
Names of '
Titlo of Book. | Publisher and Plggil‘;f Abode| pute of First
1Lie 01 LOOK. | place of Pub- b f h Publication.
lication. prictor of the |
| Copyright.
| ..
Y.Z AB |
Dated this day of ~ 18 .
Witness, C.D. (Signed)  A.D.
No. 3.
OriGINAL ENTRY of PropricrorsHIP of COPYRIGHT
of a BoOOK.
Name and

Name of Place of

. the Pub-
Time of | 1o of | lisher,and | Abedeof [ Date of

et | Book. | Placoof | Fhe e | Heh ot
ry Publica- | B~ copy- -
tion. right. -

Y.Z. A.B. C.D.
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No. 4.

Forx of CoNcURRENCE of the Party assigning in any
Book previously registered. -

1 A.B. of being the Assigner of the
Copyright of the Book hereunder deseribed, do hereby
require you to make Eniry of the Assignment of the
Copyright therein.

- il — N e Ml —— e i - —

: - Assigner of the Assignee of Copy-
Titie of Book. | Copyright. right,
— : . | - i — -
- i
Y.Z, A.D. | C.D.
Dated this day of 18

(Signed) " A.B.

No. b.

ForMm of ExTRY of AssioyMENT of COPYRIGHT in any
Booxk previously registered.

Date of : i Assigmer of the | Assignee of |
Entry, | Title of Boo}. Cﬂtilyright. Copyright.,

| (Set out the

| Title of the

Dook, and refer l

to the Page of ‘

ithe Legisiry | .

Book wn which | A.B. ' C.D

the om’gz‘nall

Entry of the
Copyrightthere-
of i made.]
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By s. 20 of the same Act these provisions are applied-
to dramatic pieces and musical compositions, the first
representation ov performance being equivalent fo first
publication ; so that registration is needed to secure per-
forming-right as well as copyright. It is necessary to
register the title, the name and abode of the author or
composcr and of the proprietor, and the time and place of
the first representation or performance.

Name, etc., of the Publisher, etc.—By © the publisher ”
i1s meant he who published the work at the time of the
first publication; but * proprietor ” means the owner at.
the date of registration. The name to be registered may
be either the individual or firm name., Where a pro-
prietor has no abode in the DBritish Dominions the
registration of the publisher’s address as his own has
been held good, 'When the abode of the publisher is not
~ the same as the place of publication, it seems that the
latter should be entered. Sece Iorm above,

The Name, etec., of Propriefor.—An author who has not
assigned his rights is primd facie proprietor ; but where
he has composed a work to the order of another, the
employer is the proprietor, and this is -so without any
assicnment. It was said in Grace v. Newman (18795),
L. R., 19 Eq., 623, *In this Court the person who remun-
erates must be taken to be the equitable assignee;” and
even where there is no remuneration the proprietors are
those on whose behalf the work is compoesed and pub-
lished—Marzials v. Gibbons (1874), L. R., 9 Ch., 518,
So in the case of a drama—the musie, which was composed
to the order of the defendant, was held his without
assicnment— Hatton v, Kean (1859), 7 C. B. N. S., 268.
And iu Sweet v, Benning (1855), 16 C. B., 459, where the
defendant, for payment, contributed reports to T'he Jurist,
Jervis, C.-J., said: * Where the proprietors ot a pericdical
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employ a gentleman to write a given article, or a series of
articles or reports, expressly for the purpose of publication
therein, of necessity it 1s implied that the copyright of
the articles so expressly written for such periodical, and
paid for by the proprietors and publishers thereof, shall
be the property of such proprietors and publishers.”

Where articles are composed at the joint expense of
the owners of several newspapers, there is a joint property
in the copyright in such articles. ZTrade, etc., Co. v.
Mz’rldlesbm'oug?;, etc. (1889), 40 Ch. D., 425, See further
as to encyclepeedias, periodicals, ete., p. 77. -

Of course, employment may be upon the terms that
the author i1s to have the copyright. ZFEalon v. Lake
(1888), 20 Q. B. D., 378. To constitute joint authorship
‘there must be preconcerted common design and co-opera-
tion, Alteration of a completed manuscript is not
enough—LZLevy v. Rutley (1871), L. R., 6 C. P., 523,

It has been hcid that the registration of the author—as

‘“ Bruno Piglhein, Munich, Germany ”—1is primd facie
sutlicient—Fishburn v, Hollingshead (1891), 2 Ch. 371,
- Tme.—Not only the year and the month but the
actual day of publication must be registered. The regis-
tration of a subsequent edition omnly protects the new
matter first contained therein and not the matter in the
former editions.

Book—I{ 1s necessary to register subsequent editions
whenever it is wished to protect new matter, although
this evil result follows—that when the copyright in the
first and presumably imperfect edition expires, unauthor-
ised reprints may appear without the corrections and
additions of the later issues.

In Fairlie v. Boosey (1879), 4 App. Cas., 711, where,
with the intention of proteceting an opera-score, reference
was made to a hook (then deposited) of pianoforte
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arrangenient and the time of publication thereof, both of
which. were superfluous, Lord O'Hagan said: “The com-
plete title cannot be vitiated because of an entry which
was unnecessary, a lodgment of a book which was not
required and was really of no effect, and a statement
which could not mislead as to the real purpose and object
of the registration.”

Maps, engraved or not, were, by the Act of 1842, taken
out of works of art, and they now require registration
—Stannard v. Lee (1871), L. R., 6 Ch., 346.

Assignment.—Under 25 and 26 Vici.,, c. 68 (1862),
which applies to paintlings, drawings, and photographs, it
has been held that assignments of earlier date than the
first registration of the copyright need not be entered.
Graves' Case (1869), L. R., 4 Q. B, 715 ; and no doubt
the law is the same with regard to books,

The first number or part of an encyclopadia, review,
magazine, periodical, or serial work, should be registered.
(S. 19 of 18642 Aect.) This registration protects the work
as a whole, and also every ariicle, cte,, contained in any
number. If there is mo registration, or it is bad, the
article or serial may be vegistered separately. Dicks v.
Yates (1881), 18 Ch. D., 76. The right of an author to
prevent separate publication by the proprietor of an
encyclopzdia, ete., is not *copyright,” but may be en-
forced without registration—AMayhew v. Maxwell (1860),
1J. & H., 312,

Expunging, ete., entry.~Power 13 given by s. 14 of
1842 Act, to “any person aggrieved by any entry,” to
apply to the Court (now the Queen’s Bench Division) for
an order that the entry may be expunged or varied.

‘“ Person aggriecved ” includes the proprietor who caused
the entry to be mado, and one whose title conflicts with
that of the registered proprietor, and one who 18 pre-
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judiced by the state of the register. It is mot enough
to entitle a person to say that he is agarieved ... that
although the registered proprietor has a complete title in
cquity and good sense, yet there is some slip either in
the signing of the memorandum or in the spelling of a
name.” And again, A person, to be aggrieved, within
the meaning of the Statute, must show that the entry is
inconsistent with some richt that he sets up in himself
or some other person, or that the entry would really
interfere with some intended action on the part of the
verson making the application. For instance, if a person
brought to the notice of the Court that he had a right to
take certain pictures, but that he was afraid to do so
while the entry existed, the Court might entertain his
application if they thought 1t made bond fide"—Graves’

Case (1869), L. R., 4 Q. B., 715.

Derosit or Cories

1t is enacted, by s. 6 of the 1842 Act, that the whole
of every book (i.e. wherever published, and whether
copyright or not), together with all maps, prints, or other
engravings belonging thereto, and of any subsequent
edition published with any additions or alterations, shall
be delivered, on behalf of the publisher,—bound, sewed, or
stitched together, and upon the best paper,—to the Dritish
Museum within one month of the first sale or publication
or offering for sale within the bills of mortality, or within
three months of the first sale, ete., in any part of the
United Kingdom, or within twelve months of the first
sale, efe., in any other part of the British dominions.!

By s. 7, the copy must be delivered between ten A.35, and
four p.M., on any day but Sunday, Ash Wednesday, Good

1 The whole Look, and not any separate parts, should be deposited,
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¥Friday, and Christmas Day, to an officer of the Muscum,
who must, if required, give a receipt.

Dy s. 8, ete.,, the Bodleian Library at Oxford, the
Public Library at Cambridge, the Advocates’ Library at
Edinburgh, and Trinity College Library at Dublin, may,
within tweilve months of publication, demand a copy of
the book, through the officer of the Stationers Company,
who must give a receipt and forward the book., Bys. 9, it
is lawful for the publisher to send the book direct to the
library, free of expense. DBy s. 10, negleet {o deliver
the book subjects the publisher to the penalty of £5,
which may be recovered by the librarian.

Kormerly there was a similar obligation to forward to
the Libraries of Sion College, the four Universities of
Scotland, and of the King's Inns at Dublin ; but this was
abolished in 1836, and compensation was paid out of tlm

Consolidated Fund.



CHAPTER V

ASSIGNMENT

It is important to bear in mind the provisions of the
seventeenth section of the Statute of Frauds, which apply
to contracts for sale of goods in cases where a manuscript
or other work is sold before publication or before registra-
tion, and where the copyright is sold after registration,
but not by means of an entry on the register.

The seventeenth section, as amended by Lord Tenter-
den’s Act, is to thic following effect :—That no contract
for the sale of any goods of the value of £10 or upwards,
whether the goods are In existence and completed, or
incomplete or to be provided, shall be good, “except the
buyer shall accept part of the goods so sold, and actually
receive the same, or give something in earnest to bind the
bargain, or 1n part payment, or that some note or memor-
andum in writing of the said bargain be made, and signed
by the parties to be charged by such contract, or by their
agents thereunto lawfully authorised.”

In Benjamin on Sales tho following definition appears
— If the contract is intended to result in transferring
for a price, from B to A, a chattel in which A had no
previous property, 1t is a contract for sale.”

The Act does not apply to contracts for labour, or to
¢ choses in action,” The Ssgamp Acts exempt from duty
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every ‘ memorandum, letter, or agreement, made for or
relating to the sale of any goods, wares, or merchandise.”

The assignment of an unpublished work need not be in

writing,
" An assignment of copyright must be in writing or by
entry on the register, a verbal assignment being of no
validity as against a subsequent innocent assignee, The
performing-right in a musical composition or dramatic piece
i assignable only by entry on the register or in writing ;
so that an author, even after a verbal agreement to assign,
can bring an aclion for infringement — Eufon v. Lale
(1888), 20 Q. B. D., 378. An agrecement to assign, pro-
vided it be in writing, is as good as an assignment,

By 8. 22 of the 1842 Act, no assignment of the copy-
right of a dramatic piece or musical composition shall be
holden to convey the performing-right, “ unless an entry in
the said registry book shall be made of such assignment,
wherein shall be expressed the intention of the parties
that such right should. pass by such assignment.” Ezx .
Hutchins (1879), 4 Q. B. D., 483, decided that an assign-
ment of the copyright, “ together with all interest, property,
contingency, possibility, benefit,” was suflicient to pass the
performing-right: from which case it also appears that s. 22
was not meant to control the operation of deeds of assign-
ment, but to control the effect of entries in the register.

The vendor of a copyright is entitled to retzin and sell
all copies made previous to the contract for sale ; and the
purchaser of a copyright for a termn of years may, after
the expiration of the term, sell copies printed during its
currency, but cannot prevent republication by the vendor
on the ground that some copies remained unsold.

Lrcence to Publish.—This is not an assignment, and
need not be in writing. It has no effect on a subsequent

assignment, when the assignee has no notice of the licence
3
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— London, etc.,, Alliance v. Cox (1891), W. N,, 157.
Acquiescence in piracy may have the effect of a licence.

An assignment of partial rights! in a copyright is in fact
a licence, and does not require registration. See Tuck v.
Canton (1882), 51 L. J., Q. B., 363.2 A licence will be
strictly confined to its purport; and, accordingly, it has
been held that a licence to publish photographs in a serial
publication does not authorise separate publication with
the story in book form. Although in form a licence, a
document may amount to an assignment; and, if so,
should be registered.

Where there are part owners, each should join in the
assignment or licence.

A licensee cannot sue for infringement in his own
name—JXLucas v. Coole (1880), 13 Ch, D., 872.

Compulsory Licence.—By s. 5 of the 1842 Act, it is
Jawful for the Judicial Committee of the Privy Council,
“on complaint made to them that the proprietor of the
copyright in any book, after the death of its author, has
refused to republish or allow the republication of the
same, and that by reason of such refusal such book may
be withheld from the public, to grant a licence fo such
complainant to publish such book, in such manner and
subject to such conditions as they may think fit.”

1 F.g., a particular mode of reproducing a picture, of publishing a
book. A man may carve out his personal rights hy assignment, but
may not divide the subject-inatter of copyright otherwise than by
licence,
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ARTISTIC COPYRIGHT

ApART from statutes, the owner of a work of art has the
right of preventing piracy before publication, Exhibition
in a gallery is not publication—TZ'urner v, Rolinson (1860),
10 Ir. Ch. Rep,, 510. According to the opinion of Lord
Esher, M, R., in Zuck v. Priester (1887), 19 Q. B. D., 629,
copyright given by the Act of 1862 (p. 39) attaches
immediately a work is made, and so the rights in respect
of works within that statute are dependent on its pro-
visions and not on the old common law.

Apart from ““international copyright” (see p. 54), only
works produced and first published in Great Britain are
protected.

A person who is employed to print copies for the owner
of o copyright is liable to an action for breach of contract,
and to an injunction, if he strikes off copics for his own
purposes— ZL'uck v. Priester (supra). A photographer may
be restrained from selling or exposing copies of a photo-
graph taken to order, although the negative is his own
—Pollard v. Photographic Co. (1888), 40 Ch. D., 345,

An engraved plats, supplied by the engraver, is his
property, although the engravings are made to the order
of the owner of an original drawing—Murray v. Heatl
(1831), 1 B. & A., 804, andaglthough the plate may not
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be sold, Mayall v. Higbey (1862),6 L. T. N. S.,362; but
when the owner of a picture himself draws on the printing
blocks, they are his property, subject to payment for the
blocks supplied—Hole v. Bradbury (1879), 12 Ch. D,
886.

Where engravings, photographs, etc., form a book or
part of a book they are protected by & and 6 Vict., c. 45,
as a book, and so are maps, plans, and charts, whether in
book form or not. See Maple v. Junior, efc. (1882),
21 Ch. D., 369, and supra, p. 9. But when proceedings
are faken to protect prints as engravings and not as a book,
registration under 1842 Act is not required—Blackiwcell v.
Harper (1740), 1 Barn., 210 ; and, conversely, when pro-
ceedings are taken under the 1842 Act, the formalities of
the “engraving ” statutes need not be complied with—
Bogue v. Houlston (1852), 21 L. dJ., Ch., 470.

EENGRAVINGS, ETC.

The statutes protecting artistic copyright commence
with the year 1735, when 8 Geo. II, c. 13, was passed,
by which, combined with 7 Geo. I1II, c. 38 (1766),
and 17 Geo. III, c¢. 57 (1777),1 copyright for the
term of twenty-eight years from the date of first publica-
tion was given to “every person who shall invent and
design, engrave, eich, or work in mezzotint or chiaro-
oscuro, or shall cause to be designed, etc.,” any print
whatsoever, and whether or not from his own original
design. The date of first publication (p. 19) and the name
of the proprietor must be engraved on each plate, and
printed on each print. Any person who copies and sells,
or causes to be copied and sold, a print “in the whole or

I These Acts were extended to Ireland by 6 und 7 Will, 1V, c, 9
(1836).
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part by varying, adding to, or diminishing from tlhe main
design,” without the previous consent of the proprietor, by
writing, signed in the presence of at least two attesting
witnesses, or who knowingly publishes and sells, or ex-
poses to sale, a pirate print, is liable to forfeiture of the
plates and prints to the proprietor (who shall forthwith
destroy and damask the same); and to payment of five
ghillings for every copy found or disposed of, one-half
going to the Crown; or else is liable to an action for
damages. The Court has inherent jurisdiction to order
infringing prints, ete., to be delivered up.

The purchaser from the original proprietor of a plate for
printing has the right of printing therefrom without penalty.

Proceedings for penaltics must be commenced within
stx months after the offence is committed, or (but this is
not certain) within three months *after the discovery of
every such offence, and not afterwards.,” This limitation
does not apply to the action for domages.

The Act 15 and 16 Vict, ¢. 12, declares (s. 14) that
the foregoing Acts apply to * prints taken by lithography,
or any other mechanical process by which prints or im-
pressions of drawings or designs are capable of being

multiplied indefinitely.”
A person may ‘“invent and design” without being able

to draw or execute the invention—Slannard v. Harrison
(1871), 24 L. T., N. 8., 570.

A reduced engraving of a specification has been held
protected, though not the specification itself—Newton v.
Cowre (1827), 12 Monre, 457.

. Aninnocent seller is lixble—Gambart v. Sumner (1859),-
b H. & N,, 5. |

WName, etc.—The name should be that of the proprietor
ab the date of first publication. It is not necessary that
the name of a subsequent assignee should be substituted—
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Thompson v. Symonds (1792), 5 T, R., 41. It is sufficient
if the name of the proprietor be published wiihout a
statement that he is proprietor—so, ¢ Published by Henry
Graves & Co.” is good, so is a surname alone, or a firm
name, as in Rock v, Lazarus (1872), L. R., 16 Eq., 104.
Sce p. 41,

Infringement.—Engravings are protected from unauthor-
ised copying by means of photography—Graves v. Ashjord
(1867), I. R,, 2 C. P., 410. But where a plaintiff had
the right of producing engravings of a picture in one size
only, it was held that a chromo-lithograph imitating the
picture was not an infringement of the engraving. The
burden of proof that the defendant copied from the
engraving, and not from the picture, lay on the plaintiff—
Graves v. Ashford (supra).

The copyright in engravings is not commensurate with
that in pictures, ete.,, so that a production may be an
infringement of a picture copyright and yet not of the
copyright engraving from the picture. * It appears to me
that the protection given . . . to the mere engraver was
intended to be, and was, commensurate with that which
the engraver did ; that the engraver did not acquire against
anybody in the world any right to that which was the
work of the original painter, did not acquire any right to
the design, did not acquire any right to the grouping or
composition, because that was not his work but the work
of the original painter. . . . I cannot conceive that such
a reproduction of the subject in tapestry, or Berlin wool,
or upon china, or earthenware, is within the meaning of
the Act of Parliament "—Per James, L.-J., in D:cks v.
Brooks (1880), 15 Ch. D., 22,

In De Berenger v. Wheble (1819), 2 Stark, N. P., 548,
it was held that where the plaintiff had purchased tho
richt to engrave a picture, but not in terms or construction
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the sole right, another artist might muke another engraving
from the same original,

It should be remembered that when the engraving is
copyright its design is copyright also.

A proper direction to the jury would be “to consider
whether the main design of the plaintiff’s engraving had
been copied, and whether the defendant’s engraving was
substantially a copy of the plainfiff’s,”

PainTinNGs, DRAWINGS, AND PHOTOGRAPHS

were not protected from piracy until the year 1862, when
25 and 26 Vict., c. 68, was passed. By the first section
copyright, lasting until seven years after the author’s
death, is conferred on the author, if he is a British subject
or resident within the dominions of the Crown, of every
original painting, drawing, and photograph. But when a
painting, drawing, or negative of a photograph is first sold
or disposed of, the copyright vanishes, uniess at or before
the sale or disposition an agreement in writing is made
reserving or conferring the right, and is signed by the
purchaser or seller as the case requires (p. 43).

Where the painting, etc., is made or executed for
another person “for a good or valuable consideration,”
the copyright belongs to the person for or on whose
behalf the same 1s made or executed, and no agreement
in writing is necessary unless the copyright is meant to
be reserved to the author ; in which case the reservation
is in the nature of a re-grant.

All assignments and licences must be in writing, signed
by the proprietor or * his agent aeppointed for that purpose
in writing.” (8. 3.)

By s. 4, a register of proprietors of copyright in ¢ paint-
ings, drawings, and photographs” was cstablished at
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Stationers Hall, whercin a memorandum of every copy-
right and every assignment thereof is to be entered. The
memorandum 1s to contain: 1. Date of agreement or
assignment. 2. Names of the parties thereto. 3. Name
and place of abode of person acquiring the copyright.
4. And of the author. 5. A short description of the
nature and subject of the work ; and, if the person register-
ing shall so desire, a sketch, outline, or photograph of the
work.

No proprietor is to be entitled to the benefit of the
Act until such registration, and ne action can be brought
nor penalty recovered in respect of anything done before
registration.

By s. 5, several sections of 5 and 6 Vict., e. 49, viz.,
ss. 11, 12, 14, are applied to this Act (pp. 24 and 29).
They refer to the keeping of the register and expunging
false entries. The fee for making an entry is fixed at
one shilling,

S. 6 renders liable to a penalty of £10 for each
offence whoever, without the consent of the proprietor,
copies, imports, sells, publishes, lets to hire, exhibits or
distributes or ofiers, causes or procures others so to do.
All copres and negatives are to be forfeited to the pro-
prietor of the copyright.

By s. 7, any one who fraudulently affixes any name,
Initials, or monogram, or sells, publishes, exhibits, disposes
of, ete., a picture so fraudulently marked, or who utters
a copy of a picture, etc.,, as having been executed by
the author of the original, or who during the life of
the author publishes copies of a work altered without
the consent of the author, as the unaltered work of the
author, 1s liable upon summary conviction to forfeit to the
aggrieved person a sum not exceeding £10, or not exceed-
ing double the full price at which the pictures, ete., have
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been offered for sale, The pictures are to be forfeited to
the aggrieved person. But the penalties are only incurred
when the person whose name, efc., has been fraudulently
marked, or to whom his altered work has been ascribed 1s
living, or has been living within twenty years of the offence.

Penalties are recoverable in Iingland and Ireland by
civil action or by summary proceeding 1n Petty Sessions
having jurisdiction where the party offending resides, and
in Scotland by action before the Court of Session, or by
summary action before the Sheriff of the county where
the offence may be committed or the offender resides.
(Ss. 8, 11.)

Subject-matter.—*The mere choice of a subject can
rarely, if ever, confer upon the author of the drawing an
exclusive right to represent the subject, and certainly
where the subject chosen is merely the representation to
the eye of a simple operation, which must be performed
by every person who records a vote, there cannot possibly
be an exclusive right to represent in a picture that opera-
tion ”—Kenrick v. Lawrence (1890), 25 Q. B. D., 99, The
drawing in this case was a delineation on a voting-card
of a hand marking the vote with a cross. And sec
Hildesheimer v. Dunn (1891), W, N.,, 66. A. photograph
of an engraving of a picture is an original photograph
within the Act—Graves’ Case (1869), L. R., 4 Q. B., 715.

Name of Proprietor.—The firm name will do—XKenrick
v. Lawrence (u.s.), see p. 38.

Author.—* The author of a painting is the man who
paints it, and the author of a drawing is the man who
draws it.” The author of & photograph is he who actually
takes or at least superintends the taking. ¢ The nearest
I can come to is that it is the person who effectnally is,
as near as he can be, the cause of the picture which is
produced—that is, who has actually formed the picture
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by putting the people into position, etc.; . . . the man
who is the effective cause of that. . . . There is nothing
in the nature of the thing to make us give a different
interpretation to the word ¢author’ in the case of 2
photograph to that which we should give fo it in the case
of an author of a painting or drawing ”’—Nottage v. Jachson
(1883), 11 Q. B.D., 627. So, the registration of partners
not personally superintending their business, or of a cor-
porate body, is bad; and so is that of a member of a
firm who designs but does not execute his iden, or of 2
tradesman whose assistant takes the photograph. It is
doubtful whether, in the case of joint authors, the copy
right extends te seven years Leyond the joint lives, or
beyond the life of the survivor.,

Reyistration.— A -registered assignment protects the
owner, though there has been no registration of the first
proprietor or of the copyright—Graves’ Cuse (1869), L. R.,
4 Q. B, 715,

Description—The name of the picture may be enough,
e.q. “ Ordered on Foreige Service,” being an officer taking
leave of a lady; My First Sermon,” being a child in a
pew with her eyes wide open; “My Second Sermon,”
being the same child fast asleep. It seems that “A
distinguished Member of the Humane Society ” would
not sufficiently describe a Newfoundland dog; nor “A
Piper and a Pair of Nut-crackers,” a bull-finch and two
squirrels—Zx p. Beal (1868), L. R., 3 Q. B., 387.

While no proceedings can be taken for acts done pre-
vious to registration, a defendant is liable if he sells after
registration copies that were made before—Tuck v. Priester
(1887),19 @. B. D., 629. There is no necessity for register-
ing a licence, and it is doubtful whether it is necessary
to register an assignment when the original copyright is

registered—Zuck v. Cantorn (1882), L. J., 61 Q. B., 369.
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Infringement.—By s. 2 of the 1862 Aect, * Nothing
herein contained shall prejudice the right of any person
to copy or use any work in which there shall be no copy-
right, or to represent any scene or object, notwithstanding
that there may be copyright in some representation of
such scene or object.”

A picture 1s protected from piracy by means of photo-
graphy, although the photographs be taken from an
engraving of the picture—Zx p. Beal (1868), 3 Q. B.,
387 ; and on the same grounds it has been held in Ireland
that multiplying copies by photography of living persons
grouped similarly to those in a picture, is piracy—Z'urner
v. Rolinson (1860), 10 Ir. Ch. Rep., 510.

A mere licensee with power of limited production, e.g.
by chromo-lithography, may sue in respect of infringe-
ment of the copyright in the original picture, and it is
not necessary that he should rely on his rights in the
plate and engravings under the Act of Geo, II—Z'uck v.
Canton (u.s.).

See also under * Engraving,” p. 38.

The penalty under s, 6 attaches to every copy sold, and
not merely to every sale—Zx p. Beal (u.s.).

¢ Unlawfully made.” In was held in Zuck v. Priester
(u.s.) that it must be shown that the imported copies
were made in Great Britain, or in a country with which
a copyright treaty exists, This does not apply to the
other remedies given by the Act. See, further, p. 64,
el seq.

Rights after Sale.—DBy s. 1 of the 1862 Aect it 1s
“provided that when any painting or drawing, or the
negative of any photograph, shall, for the first time after
the passing of this Act, be sold or disposed of, or shall be
made or executed for or on behalf of any other person for
a good or valuable consideration, the person so selling or
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disposing of, or making or executing the same, shall not
refain the copyright thereof, unless 1t be expressiy
reserved to him by agreement in writing, signed at or
before the time of such sale or disposition, by the vendce
or assignee, etc., or by the person for or on whose behalf
the same shall be so made or executed ; but the copyright
shall belong to the vendee or assignee, etc.,, or to the
person for or-on whose hehalf the same shall have been
made or executed, nor shall the vendee or assignee thereof
be entitled fo any such copyright, unless, at or before the
time of such sale or disposition, an agreement in writing,
signed by the person so selling or disposing of the same,
or by his agent duly authorised, shall have been made to
that effect.

By s. 3, all assignments and licences must be made by
gsome note or memorandum in writing signed by the
proprietor of the copyright, or by his agent appointed
for that purpose in writing, See p. 33. Where the
copyright passes to the purchaser it would seem that the
‘ author” would still have the right of disposing of
replicas already made and of sketches used for the pro-
duction of a picture, but the purchaser of a sketch or
replica would have no right of reproduction any more
than would the author.

SCULPTURE, ETC.

The first Act protecting copyright in sculptures, etec.,
was 38 Geo. III, ¢. 71 (1798), which was virtually
superseded by 54 Geo. IIL, c. 56 (1814), the eflect
whereof is as follows:—Every person who makes or
causes to be made any new and originel sculpture
model, copy or cast of the human fizure, or of animals or
any part thereof, or ‘“of any subject, being matter of
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invention,” has the sole copyright therein for fourteen
years from first putting forth or publishing the same.
(S. 1.)

At the expiration of the fourteen years, the copyright
reverts to the original proprietor, if then living, for the
further term of fourteen years. (S. 6.)

The infringer is .able to an action for damages and
full costs. (S. 3.) - 5 and 6 Vict., c. 97, s. 2.

Purchase of the copyright must be by deed, executed
by the proprietor in the presence of and attested by two
witnesses. (S. 4.)

All actions must be brought within six months after
the discovery of the offence. (S. 5.)

It does not appear that the consent of the proprietor
to copies being made need now be in writing, as this is
not mentioned in the latter Act. Engravings, ete., of
sculptures may be freely made without infringing the
copyright.

Exhibiting 1s publishing, within this statute—Turner v.
Robinson (1860), 10 Ir. Ch. Rep., 510. The Copyright
of Designs Act 1850, contained special provisions for
the registration of sculptures, ete.; but this was repealed
by the Patents Act of 1883, which also, in 8. 60, excepts
from its own operation anything within the protection of
the Sculpture Copyright Acts.
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DRAMATIC AND MUSICAL COPYRIGHT

IT should be borne in mind that in these compositions
there exist two rights—one of literary copyright, whichis
dealt with in Chapters IV and V, and the other of public
performance or representation, sometimes called *the per-
forming-right.” This latter right was first conferred by
3 and 4 Will. IV, c. 15 (1833) s. 1, whereby the author
of any dramatic piece or entertainment composed, but not
printed or published, has the sole liberty of representing
it at any places of dramatic entertainment.

The same section gives the authors of any such produc-
tion, which has been printed and published, the same
right for twenty-cight years from the publication or for
the life of the author or surviving author.

By s. 2, any person who, without the previous con-
sent in writing of the proprietor, represents or causes to
be represented a j.ntected piece, or any part thereof, at
any place of dramatic entertainment, is liable to pay
forty shillings for each representation, or the full benefit
thereof, or the loss sustained by the plaintiff) together with
full costs (6 and 6 Vict,, e. 97, s. 2). The action must be
commenced within twelve months of the offence.

By the Act of 1842, s. 20, the benefits of the above

Act were extended to the authors of musical compositions,
16
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performing-right extended to the ferm of copyright, and
the provisions respecting the property of such copyright
and of registration were applied. See p. 23. The first
public representation or performance was made equivalent,
to the publication of a book.

S. 22 enacted that no assignment of copyright should
convey the performing-right unless an entry should be
made in the registry of the assignment, wherein the
intention to pass such right is expressed.

The publication of a work as a book does not prejudice
the performing-right, nor does public perfiormance pre-
judice copyright. Any onec has the right of dramatising
a book and performing the drama, provided the copyright
in the book be not infringed— Warne v. Seecbolim (1888),
39 Ch. D., 73. See p. 19,

The performing-richt is lost by prior representation
abroad, unless in a country to which the International
Conventions Act applies (see p. 57)— Boucicault v.
Chatterton (1876), 5 Ch, D., 267.

An innocent infringer is liable—ZLee v. Simpson (1847),
3 C. B, 87l.

Author.—Where the score of an opera is composed by
one and another arranges it for the pianoforte, the latter
is the author of the arrangement— Wood v. Boosey (1868),
L. R, 3 Q. B, 223, The consent in writing may be
given by the author’s agent; and when given includes
not only the person licensed but his sub-licensees or
assignees, unless the wording of the licence requires
another construction — Taylor v, Neville (1878), L. J,,
47 Q. B, 2b64. A performance is ¢ contrary to the
right of the author” even when the author has verbally
agreed to assign, there being no *consent in writing ”
—Eaton v. Lake (1887), 20 Q. B. D., 378.

Place of Dramatic Enfertatnment.—Public perform-
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ance, apart from the nature of the place, constitutes the
oftence—Wall v. Taylor (1883), 11 Q. B. D., 102. In
Duck v. Bates (1884), 13 Q. B. D., 843, where Our
DBoys had been given at St. Mary’s Hospital to persons
connected therewith, a few tickets being given to friends
of the performers and five being sent to the editors of
theatrical newspapers, the entertainment was held private.
It 1s immaterial to consider whether any charge is made
for admission, or on what term admission is granted.

Infringement.—The taking of any material or sub-
slantial part is actionable; but an imitation, though
extensive, 18 not necessarily wrongful. See Chatterton v.
Cave (1878), 3 App. Cas., 483 (p. 12). In one case the
jury found that singing two or three songs, the words
only of which were the plaintift’s, was a representation of
part of his play; and in another, the publication of the
airs of Lestoeq, in the form of dance music, was held an
infringement, ‘It must depend on whether the air taken
13 substantially the same with the original. . . . . The
ear tells you it is the same.”

Registration, while proper, is not necessary for the
protection of the performing-right — Russell v. Smith
(1848), 12 Q. B., 217,

Cause to be represented.—In DBriant v. Russell (1849),
8 C. B, 836, it was held that no one can be considered
an offender in this respect ‘“unless by himself, or his
agent, he actually takes part in a representation.” It was
therefore decided that a man who merely let a place for
the purpose of the representation, and made no other
profit, although he supplied gas and coals and sold some
tickets, was not liable ; nor would those be liable in any
case who merely supply the means of representation to
him who actually represents. But where the proprictor
and manager of a theatre let it to and for the benefit of
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his son—one of his performers, who paid £30 for the use
for one night of the theatre, together with the services of
the artists, scene-shifters, etc.—he was held to have
“caused the piece to be represented ” ; the Court consider-
ing that the proprietor had permitted the representation—
Marsh v. Conquest (1864), 17 C. B., N. 8., 418, This
distinguishes the case from Lyon v. Knowles (1864), 5
B. & 8., 751, where the hirer brought his own company,
and the proprietor had no control over the performance
or the persons employed, though he took half the gross
receipts and provided everything except the company,
even advertising, band, etc. There was no ovidence to
show whether or not the defendant knew what particular
pieces were 7+ ~esented.

Music o:iy.~--By 45 and 46 Viet, c. 40 (1882, 10th
August), where the propriclur of the copyright in a
musical composition, first published after the passing of
the Act, wishes to retain the right of public represent:-
tion or performance, he must print on every copy a notice
to the effect that the right is reserved. Where the owner-
ship of the copyright and performing-right is in different
persons, the latter may, before publication of any copy of
the composition, give the former notice in writing re-
quiring him to print on every copy the notice of the
reservation. If the performing-right snd copyiighl become
vested in different persons after the publication of any
copy, and the separate owner of the performing-right
wishes to continue the reservation, he must promptly
serve a like notice as regards future copies on the owner
of the copyright.

The owner of the copyright is subjected to a penalty of
£20 for neglecting to comply with any such notice.
(S. 3.)

By 51 and 52 Vict., ¢ 17, the penalty or damages for

4
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unauthorised representation or performance of a musical
composition cre left to the discrefion of the Court or
Judge. The judge has also absoluie diseretion as to the
costs.

By s. 3 of the same Act, no proprietor, tenant, or
occupler of a place, where an unauthorised representation
or performance takes place, is liable, “unless he shall
wilfully cause or permit such unauthorised representation
or performance, knowing it to be unauthorised.”

The Act does not apply to operas or stage plays in any

theatre or other place of public entertainment duly
licensed in that respect.



CHAPTER VIII

CULONIAL COPYRIGHT

Britisu copyright, where it exists in the United Kingdom,
extends to all parts of the British dominions—Routledge v.
Lo (1868), L. R,, 3 H. 1., 100 ; and this although therc
may be colonial statutes dealing with the same subject.
This applies to books, as defined by s. 2 of the Act of
1842 (p. 8), to musical compositions and dramatic repre-
sentabions.

Whatever his rights under his local laws, a colonist
could, until lately, only obtain Dritish copyright in any
production—literary, artistic, etc.—ny first publication 1n
the United Kingdom. This state of the law has, how-
ever, been much modified by recent legislation.

In Canada a grievance was felt at the exclusion of
forcign reprints made in the Umited States, and te meet
this the Colonial Copyright Act (10 and 11 Vict., c. 95),
commonly called the Foreign Reprints Act 1847, by
which it was provided that, upen a Dritish possession
passing an Act or Ordinance ‘““sufficient for the purpoesc
of sccuring to British authors reasonable protection within
such possession,” it should be lawful for Her Majesty, by
an Order in Council, to declare the prohibitions against
importation of pirate books suspended.

In accordance with this Act most of thie Colonics now
61
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admit foreign reprints on payment of an ad valorem

duty.

On the opposite page will be found a List of Ordinances
passed in the Colonies.

The Canadian Law was altered by the Imperial Act,
38 and 39 Vict,, c. 53 (1875), which applies to *“hbooks”
as defined by the Act of 1842 (p. 8), and to musical and
artistic works, and established a distinct Canadian copy-
right, dependent on local registration. The monopoly
exists for twenty-eight years, which, in case the author be
then living or be dead leaving a widow or child, is ex-
‘tended to fourteen years more. The author must be
domiciled in a British possession, or be a citizen of a
country having an international copyright treaty with the
United Kingdom, and the work must be produced and
published in Csnada, Provision is made for an interim
copyright, obfainable pending publication. Works pro-
tected by the Act may not be imported into the United
Kingdom. The Act does not inferfere with the Imperial
Acts.

Many defects in the law, so far as it affects the Colonies,
have now been remedied by the International Copyright
Act 1886, 49 and 50 Vict., c. 33, 5. 8 of which gives the
protection of the British Copyright Acts to literary or
artistic work first published in a British possession in as
full 2 manner as if first published in the United Kingdom,
and when so published relieves the author from the duty
of registering the work in England, if the law of the
possession provides for such registration, and from deposit-
ing copies where the work is a book.

- Power is given to Her Majesty, by Order in Council, to
modify the Copyright Acts, so far as they relate to any
British possession, and to declare that the International .
Copyright Acts, ete., shall not apply.
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INTERNATIONAL COPYRIGHT

1. Apart from International Copyright Acts or Orders in
Council

It 1s clear that a foreign author, conforming to the laws
of his own country, may assign to an Englishman the
unpublished manuscript of his work, and may, by the
assignment, bind the assignee, by conditions, only to pub-
lish in particular dominions. The Inglishman would
then, by first publication in Eungland, become entitled to
as full protection as if the work were his own original
composition—DBuxfon v. James (1851), 5 De G. & Sm., 80.
He could not by the assignment be restricted to publish-
ing only, say, in England, as the British Copyright Acts
extend to all British possessions, and to that extent 1t
was said by Lord St. Leonards in Jefferys v. Boosey (1854),
4 H. L. C., 815, that ¢ copyright is indivisible.” In that
case the English assignea purchased from Ricordi, who had
only the Milanese copyright, and had no power to transfer
the right of reproduction in England, or even the unpub-
lished manuscript, as that right remained in the author,
Bellini, See Routledge v. Low (1868), L. R., 3 H. L., 100,
and p. 32.

It is essential for British copyright that the proprietor
should, at the time of publication, owe allegiance, though
only temporary, to the Brifish Crown. So Oliver Wendell
Holmes, who was in the course of contributing ¢The
Guardian Angel,” in a serial form, to Z7e Atlantic Monthly
(Boston, U.S.A.), went temporarily to reside in Canada,
and during that stay his English publishers issued the
whole of “The Guardian Angel” in London. It was
held that he had secured copyright in the six chapters
. which were first published in London—LZLow v. Ward
(1868), L. R., 6 Eq.,, 415. The House of Lords was
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equally divided in Routledge v. Low (n.s.) on the
. question as_fto whether even allegiance was necessary,
two out of 'the four judges holding that the henefit of
the statute belongs to a non-resident alien friend. But
see p. 339.

Dritish copyright is not lost by simultaneous publication
in another country, Fr p. Davidson (1856), 18 C. B., 297,
provided the publications are at least on the same day,
though not at the same hour, There is a legal maxim,
often misleading but applicable here, to the cffect that
“the law takes no account of fractions of a day”—
DBoosey v. Purday (1849), 4 Ex, Rep., 145. Dut simultane-
ous publication will not secure copyright in the United
States unless the author be a citizen of or resideut in
that country ; and so in many cases, e.g. Professor Dryce’s
History of the American Republic and the FEncyclopzedia
DBritannica, portions of each work have been written by a
citizen of the United States, so protecting those portions,
though not other portions, from piracy.

N,B.—For the new International Copyright Act (u.s.) and
notes thereon, sec Appendix.

2. Under Statutes and Orders in Council

The International Copyright Acts are four in number—
7 and 8 Viet., c. 12 (1844), 15 and 16 Viet., c. 12 (1852),
38 Vict., ¢. 12 (1875), and 49 and 50 Vict., c. 33 (1886),
and apply only to works published out of Her Majesty’s
dominions. By the Act of 1844 power was given to Her
Majesty 1n Council to order that the authors whose work
should be first published in a foreign country should
be entitled to the same British copyright as if the first
publication had first taken place in the United Kingdom.
The Act applies to literary and artistic productions,
and to the performing-right in dramatic and musical
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compositions. It includes paintings, drawings, and photo-
araphs (20 and 26 Viet, c. 68, s, 12). The Act of
1852 provided (s. 6) that ‘“Nothing herein contained
shall be so construed as to prevent fair imitations or
adaptations to the English stage of any dramatic piece or
musical composition published in any foreign country ;”
and this again was modified by the Act of 1875, under which
Her Majesty, by Order in Council, may direct that s. 6
shall not apply to dramatic pieces the translation whereof
is protected. The Order in Council under the 1886 Act
directs that this s. 6 shall not apply to any dramatic piece
to which protection is thereby extended. See p. 59.

By the Act of 1844, provision is made for registration
and delivery of copies of works first published abroad ;
but by the 1886 Act, s. 4, where an Order in Council 1s
made under this last Act, registration and delivery of
copies are no longer required, except so far as is provided
hy the Order. See p. 53. DBut although registration is
not provided for by the Order in Couneill, it is still
necessary under the general Copyright Acts, and so a
foreign painting must be registered here if the owner of
the copyricit wishes to protect it by legal proceedings—
Fishbwrn v. Hollingshead (1891), 2 Ch., 371.

S. 7 of the Act of 1852 remains in force, and ex-
empts from its operation, and irom that of the 1844
Act, every article of political discussion published in a
newspaper or periodical, if the source from which the
same is taken be acknowledged, and exempts all other
articles, if the source be acknowledged, unless the author
reserves his copyright and right of translation in some
conspicuous part of the periodical. ¢ The right of repro-
duction is reserved ” was held sufficient in Cassell v. Stiff

(1856), 2 K. J., 279. See p. 62.
The principal Act is the Act of 1886 (42 and 50 Vict.,,
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e. 33), parts of which have already been referred to.
This Act was passed in order to carry into effect the drait
of an International Convention, made at Berne in Sep-
tember 1885 ; and it may be taken for granted that
similar provisions have been made with regard to the
rights of British authors in each of the countries to which
Orders in Council made under the Act apply. The whole
working of the details of the Act is left to Orders in
Council, and for this reason it scems unnecessary to print
here the Act itself, as most of its provisions reappear in
the Order set out below, which was published in the
London Gazelte of 2nd December 1887 ; and for notes on
the Act, see p. 71.

“ At the Court at Windsor, the 28th day of November
1887.

¢ Present—The QUEEN'S Most IExcellent Majesty;
Lord President; Lord Stanley of Preston;
Secretary Sir Henry Holland, DBart.

‘““ WHEREAS the Convention of which an Inglish trans-
lation is set out in the First Schedule to this Order has
been concluded between Her Majesty the Queen of the
United Kingdom of Great Dritain and Ireland and the
forcign countries named in this Order, with respect to
the protection to be given by way of copyright to the
authors of literary and artistic works:

‘“ And whereas the ratifications of the said Convention
were exchanged on the fifth day of September one
thousand eight hundred and eighty-seven, betiween Her
Majesty the Queen and the Governments of the foreign
countries following, that is to say:

‘“ Belgium ; France ; Germany ; Hayti; Italy; Spain;
Switzerland ; Tunis,

‘“ And whereas Iler Majesty in Council is satisfied that
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the foreign countries named in this Order have made such
provisions ag it appears to Iler Majesty cxpedient to
require for the protection of authors of works first pro-
duced in Her Majesty’s dominions :

‘“ Now, therefore, Her Mujesty, by and with the advice
of Her Privy Council, and by virtue of the authority com-
mitted to Her by the International Copyright Acts 1844
to 1886, doth order; and it is hereby ordered as follows:

““1, The Convention as set forth in the First Schedule
to this Order, shall, as from the eommencement of this
Order, have full effect throughout Her Majesty’s dominions,
and all persons are enjoined to observe the same.

““3, This Order shall extend to the foreign countries
following, that is to say :1

“ Belgium ; France ; Germany ; Hayti; Italy; Spain;
Switzerland ; Tunis; and the above countries are In
this Order referred to as the forcign countries of the
Copyright Union, and those foreign countries, together
with Her Majesty’s dominions, are in this Order referred
to as the countries of the Copyright Union.

““3. The author of a literary or artistic worl which, on
or after the commencement of this Order, is first produced
in one of the foreign countries of the Copyright Union,
shall, subject as in this Order and in the International
Copyricht Acts 1844 to 1886, mentioned, have as
respects that work throughout Her Majesty’s dominions,
the same right of copyright, including any right capabic
of being conferred by an Order in Council under section
two or section five of the International Copyright Act
1844, or under any other enactment, as if the work had
been first produced in the United Kingdom, and shall
have such right during the same period ;

1 This Order in Council was extended to Luxembourg by an Order dated
10th August 1888, and to Monaco by an Order dated 15th October 1889,
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“ Provided that the author of a literary or artistic work
sirall mot have any greater right or longer term of copy-
right therein, than that which he enjoys in the country
in which the work is first produced, See p. 72,

“The author of any literary or artistic work first pro-
duced before the commencement of this Order shall have
the rights and remedies to which he is entitled under
section six of the International Copyright Act 1886.

““4. The rights conferred by the International Copyright
Acts 1844 to 1886, shall, in the case of a literary or
artistic work first produced in one of the foreign countries
of the Copyright Union by an author who is not a subject
or citizen of any of the said foreign countries, be limited
as follows, that is to say, the author shall not be entitled
to take legal proceedings in Her Majesty’s dominions for
protecting any copyright in such work, but the publisher
of such work shall, for the purpose of any legal proceed-
imgs In Her Majesty’s dominions for protecting any copy-
right in such work, be deemed to be entitled to such
copyright as if he were the author, but without prejudice
to the rights of such author and publisher as between
themselves.

“d, A literary or artistic work first produced simul-
taneously in two or more countries of the Copyright
Union shall be deemed for the purpose of copyright to
have been first produced in that one of those countries in
which the term of copyright in the work is shortest.

““6., Section six of the International Copyright Act
1852, shall not apply to any dramatic piece to which

protection is extended by virtue of this Order.
%7, The Orders mentioned in the Second Schedule to
this Order are hereby revoked ;

““ Provided that neither such revocation, nor anything
clse in this Ordev, shall prejudicially affect any right
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acquired or accrued before the commencement of tliis
Order, by virtue of any Order hereby revoked, and any
person entitled to such right shall continue entitled
thereto, and to the remedies for the same, 1n like manner
as if this Order had not been made.

‘“ 8, This Order shall be construed as if it formed part
of the International Copyright Act 1886.

““9. This Order shall come into operation on the sixth
day of December, one thousand eight hundred and
cighty-seven, whicl day is in this Order referred to as
the commencement of this Order.

‘““ And the Lords Commissioners of Her Majesty’s Trea-

sury are to give the necessary orders herein accordingly.
“C. L. Peevn.”

“FIRST SCHEDULE

“ Copyreght Convention

‘“ Convention for protecting effectively and in as uniform
a manner as possible the rights of authors over their
literary and artistic worlks. Made on the fifth day of
Septemlier, one thousand eight hundred and eighty-seven,
between Her Majesty the Queen of the United Kingdom
of Great DBritain and Ireland, Empress of India; His
Majesty the German Imperor, Kin; of Prussia; His
Majesty the King of the Belgians; Her Majesty the
QQueen Regent of Spain, in the name of His Catholic
Majesty the King of Spain; the President of the French
Republie ; the President of the Republic of Haiti; His
Majesty the King of Italy; the Federal Council of the
Swiss Confederation ; His Highness the Bey of Tunis.

““| The following is an English translation of the Conven-
tion, with the omissicn of the formal beginning and end. ]

‘“ ArT. 1. The Contracting States are constituted into an
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Umnion for the protection of the rights of authors over
their literary and artistic works.

‘“ Arr. II. Authorsof any of the countries of the Unwn
or their lawful representatives, shall enjoy in the other
countries for their works, whether published in one of
those countries or unpublished, the rights which the
respective laws do now or may hereafter grant to natives.

““ The enjoyment of these rights is subject to the accom-
plishment of the conditions and formalities prescribed by
law in the country of origin of the work, and cannot
exceed In the other countries the term of protection
granted In the said country of origin. See p. 72.

“ The country of origin of the work is that in which the
work is first published, or if such publication takes place
simultaneously in several countries of the Union, that
one of tiiem in which the shortest term of protection is
aranted by law.

“ For unpublished works the country to which the author
helongs 1s considered the country of origin of the work.

‘“ ArT. III. The stipulations of the present Convention
apply equally to the publishers of literary and artistic
works published in one of the countries of the Union,
but of which the authors belong to a country which is
not a party to the Union.

‘““Art. IV, The expression ‘literary and artistic works’
comprehends books, pamphlels, and all other writings ;
dramatic or dramatico-musical works, musical composi-
tions with or without words ; works of design, painting,
sculpture, and engraving ; lithographs, illustrations, geo
graphical charts, plans, sketches, and plastic works
relative to geography, topography, architecture, or science
In general ; in fact, every production whatsoever in the
literary, scientific, or artistic domain which can be pub-
lished by any mode of impression or reproduction.
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‘““ ART. V. Authors of any of the countries of the Union,
or their lawful representatives, shall enjoy in the other
countries the exclusive right of making or authorising the
translation of their works until the expiration of ten
years from the publication of the original work in one of
the countries of the Unien.

“t For works published in incomplete parts (*livraisons’)
the period of ten years commences from the date of pulb-
lication of the last part of the original work.

‘“ For works composed of several volumes published at
intervals, as well as for bulletins or collections (¢ cahiers’)
published by literary or scientific societies, or by private
persons, cach volume, bulletin, or collection is, with regard
to the period of ten years, considered as a separate work.

‘“In the cases provided for by the present Article, and
for the calculation of the period of protection, the thirty-
first December of the year in which the work was pub-
lished is admitted as the date of publication.

“ Art. VI. Authorised translations are protected as
original works, They consequently enjoy the protection
stipulated in Arts. IT and TII as regards their unauthorised
reproduction in the countries of the Union,

¢ Tt is understood that, in the case of a work for which
the translating right has fallen into the pu! : domain,
the translator cannot oppose the translation of the same
work by other writers.

“ Arr, VII. Articles from newspapers or periodicals pub-
lished in any of the countries of the Union may be
reproduced in original or in translaticn in the other
countries of the Union, unless the authors or publishers
have expressly forbidden it. Ior periodicals 1t is sufii-
cient if the prohibition is made in a general manner at the
beginning of each number of the periodical. See p. 56.

“ This prohibition cannotf in any case apply to articles of
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political discussion, or to the reproduction of news of the
day or current topics.

“ Axt, VIII, As regards the liberty of extracting por-
tions from literary or artistic works for use in publications
destined for educational or scientific purposes, or for
chrestomathies, the matter is to be decided by the legisla-
tion of the different countries of the Union, or by special
arrangements existing or to be concluded between them.

“Art, IX, The stipulations of Art. II apply to the
public rcpresentation of dramatic or dramatico-musical
works, whether such works be published or not.

“ Authors of dramatic or dramatico-musical works, or
their lawful representatives, are, during the existence of
their exclusive right of translation, equally protected
against the unauthorised public representation of transla-
tions of their works.

‘“ The stipulations of Art. II apply equally to the public
performance of unpublished musical works, or of published
works in which the author has expressly declarved on the
title page or commencement of the work that he forbids
the public performance,

“ ArT, X, Unauthorised indirect appropriations of a
Itterary or artistic work, of various kinds, such as adapta-
tions, arrangements of music, ete., are specially included
amongst the illicit reproductions to which the present
Convention applies, when they are only the reproduction
of a particular work, in the same form, or in another
form, with non-essential alterations, addifions, or abridg-
ments, so made as not to confer the character of a new
original work.

‘““It is agreed that, in the application of the present
arficle, the tribunals of the various countries of the Union
will, if there is occasion, conform themselves to the pro-
visions of their respective laws.
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‘“ Arr. XI. In order that the authors of works protected
by the present Convention shall, in the absence of proof
to the contrary, be considered as such, and be consequently
admitted to instituto proceedings against pirates before
the courts of the various countries of the Union, it will
be sufficient that their name be indicated on the work in
the accustomed manner.,

““ For anonymous or pseudonymous works, the publisher
whose name is indicated on the work is entitled to protect
the rights belonging to the author., He is, without other
proof, reputed the lawful representative of the anonymous
or pseudonymous author.

Tt is, nevertheless, agreed that the tribunals may, if
necessary, require the production of a certificate from the
competent authority to the effect that the formalities
preseribed by law in the country of origin have been
accomplished, as contemplated in Art. II.

“ Art, XII. Pirated works may be seized on importation
into those countries of the Union where the original work
enjoys legal proteetion.

“The seizure shall take place conformably to the
domestic law of each State.

¢« Art, XIIT. It is understood that the provisions of the
present Convention cannot in any way derogate from the
richt belonging to the Government of each country of the
Union to permit, to control, or to prohibit, by measures of
domestic legislation or police, the circulation, representa-
tion, or exhibition of any works or productions in regard
to which the competent authority may find it necessary to
exercise that right,

“ AR, XIV. Under the reserves and conditions to be
determined by common agreement,! the present Conven-
tion epplies to all works which at the moment of ifs

1 See paragraph 4 of Final Protocol,
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coming into force have not yet fallen into the. public
domain in the country of origin.

“ Art. X'V, It is understood that the Governments of
the countries of the Union reserve to themselves respect-
ively the right fo cnter into separate and particular
arrangements between each other, provided always that
such arrangements confer upon authors or their lawful
representatives more extended rights than those granted
by the Union, or embody other stipulations not contrary
to the present Convention.

“Art. XVI. Aninternational office is established, under
the name of the ¢Office of the International Union for
the Protection of Literary and Artistic Works.’

““ This office, of which the expenses will be borne by the
Administrations of all the countries of the Union, is placed
under the high authority of the Superior Administration
of the Swiss Confederation, and works under its direction.
The functions of this office are determined by common
accord between the countries of the Union.

“Arr, XVII. The present Convention may be sub-
mitted to revistons in order to introduce therein amend-
ments calculated to perfect the system of the Union.

‘“ Questions of this kind, as well as those which are of
interest to the Union in other respeets, will be considered
in Conferences to be held successively in the countries of
the Umon by delegates of the said countries,

“ It 13 understood that no alteration in the present Con-
vention shall be binding on tho Union except by the
unanimous consent of the countries composing it.

“Arr. XVIII. Countries which have not become
parties to the present Convention, and which grant by
their domestic .law the protection of rights secured by
this Convention, shall be admitted to accede thereto on

request Lo that eflect.
3
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“Such accession shall be notified in writing to the
Government of the Swiss Confederation, who will com-
municate it to all the other countries of the Union. |

“Such accession shall imply full adhesion to all the
clauses and admission to all the advantages provided by
the present Convention.

““ ArT. XIX. Countries acceding to the present Conven-
tion shall also have the right to accede thereto at any
time for their Colonies or foreign possessions.

“ They may do this either by a general declaration com-
prechending all their Colonies or possessions within the
accession, or by specially naming those comprised therein,
or by simply indicating those which are exeluded.

¢« ArRT. XX. The present Convention shall be put in
force three months after the exchange of the ratifications,
and shall remain in effeet for an indefinite period until the
termination of a year from the day on which it may have
been denounced.

“ Such denunciation shall be made to the Government
authorised to receive accessions, and shall only be effective
as regards the country making it, the Convention remaining
in full force and eftect for the other countries of the Union.

““ ArT. XXI ‘The present Convention shall be ratified,
and the ratifications exchanged at Berne, within the space

of one year at the latest.

“ Additional Artrele

‘“ The Convention concluded this day in no wise affects
the maintenance of existing Conventions between the con-
tracting States, provided always that such Conventions
confer on authors, or their lawful representatives, rights
more extended than those secured by the Union, or con-
tain other stipulations which are not contrary to the said

Convention,



INTERNATIONAL COPYRIGUT 67

“ Fxnal Protocol

“1. As regards Art. IV it is agreed that those countries
of the Union where the character of artistic works is not
refused to photographs, engage to admit them to ti.
benefits of the Convention concluded to-day, from the
date of its coming into effect. They are, however, not
bound to protect the authors of such works further than
is permitted by their own legislation, except in the case
of international engagements already existing, or which
may hereafter be entered into by them.

‘It is understood that an authorised photograph of a
protected work of art shall enjoy legal proteetion in all
the countries of the Union, as eontemplated by the said
Convention for the same period as the principal right of
reproduction of the work itself subsists, and within the
limits of private arrangements between those who have
legul rights.

“2. Asregards Art. IX it is agreed that those countries
of the Union whose legislation implicitly includes chore-
araphic works amongst dramatico-inusical works expressly
admit the former works to the benefits of the Convention
concluded this day.

“ It 15, however, understood that questions which may
arise on the application of this clause shall rest within the
competence of the respective tribunals to decide.

“3. It 1s understood that the manufacture and sale of
instruments for the mechanical reproduction of musical
airs which are copyright, shall not be considered as con-
stituting an infringement of musical copyright.

‘““4. The common agreement alluded to in Art, XIV of
the Convention is established as follows :—

“The application of the Convention to works which
have not fallen into the public domain at the time when it
comes 1nto foree, shall operate according to the stipulations
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on thig head which may be contained 1 special conven-
tions either existing or to be concluded.

“In the absence of such stipulations between any
countries of the Union, the respective countries shall
regulate, each for itsclf; by its domestic legislation, the
manner in which the principle contained in Arb XIV is
to be applied.

“b. The organisation of the Infernational Office estab-
lished in virtue of Art. XVI of the Convention, shall be
fixed by a reguletion which shall be drawn up by the
Government of the Swiss Confederation.

“ The sfficial lanzuage of the International Office will
be I'rench.

«The International Office will collect all kinds of in-
formation relative to the protection of the rights of authors
over their literary and. azlistic works, It will arrange
and publish such information. It will study questions of
general utility likely to be of iuterest to the Union, and,
by the aid of documents placed at its disposal by the
diflerent administrations, will edit a periodical publication
in tho French language tresting questions which concern
the Union. The Governiients of the countries of the
Union reserve to themselves the faculty of authorising,
by common accord, the publieation by the office of an
addition In one or meore other languages if experience
should show this to be requisite.

The International Office will always hold itself at tho
disposal of members of the Union, with the view to furnish
them with any special information they may require rela-
tive to the protection of literary and artistic works.

¢« The administration of the country where a Conference
is about to be held, will prepare the programme of tho
Conference with the assistance of the International Office.

¢ The Director of thie Internationai Office will attend
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the sittings of the Conferences, and will take part in the
tdiscussions without a deliberative voice, He will make
an annual report on his administration, which shall be
commmuniecated to all the members of the Union.

‘““ The expenses of the office of the International Union
shall be shared by the confracting States. Unless a fresh
arrangement be made, they cannot exceed a sum of sixty
thousand francs a year. This sum may be 1creased by the
decision of one of the Conferences provided forin Art. X VII.

“The share of the total expense to be paid by each
country shall be determined by the divisien of the contraet-
ing and acceding States into six classes, each of which shall
contribute in the proportion of a certain number of units:

First class, . 25 units. | Fourth class, 10 units,
Svcond class, . 20 ,, { Fifth class, . 5 ,,
Third class, . 15 ,, | Sixth class, . 3 |,

“These co-efficients will be multiplied by the number of
States of each class, and the total product thus obtained
wili give the number of units by which the total expense
is to be divided. The quotient will give the amount of the
unity of expense. Ifach State will declare, at the time of its
accession, in which of the said classes it desires to be placed.

‘“The Swiss Administration will prepare the budget of
the office, superintend its expenditure, make the necessary
advances, and draw up the annual account, which shall be
communicated to all the other Administrations.

“ 6, The next Conference shall be held a$ Paris between
four and six years from the date of the coming into force
of the Convention. |

“ The I'rench Government will fix the date within these
limits after having consulted the International Office.

“7. 1t 18 agreed that, as regards the exchange of ratifi-
cations contemplated in Art. XXI, each contracting party
shall give a single insti ;ment, which shall be deposited
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with those of the other States, in the Government Archives
of the Swiss Confederation. Tach party shall receive in
exchange a copy of the proces-verbal of the exchange of
ratifications, aigned by the Plenipotentiaries present.

“The present final Protoccl, which shall bLe ratified
with the Convention concluded this day, shall be con-
sidered as forming an integral part of the said Convention,
and shall have the same force, eiffect, and duration.

“SECOND SCHEDULE
Orders 1n Council Revoled

“Orders in Council of the detes named below for
securing the privileges of copyright in Her Majesty’s
dominions to authors of works of literaturc and the fine
arts and dramatic pieces, and musical compositions, first
produced in the following foreign countries, namely :—-

L ] - i

Foreign Country. Date of Order.

il N il L - pomd

Prussia, 5 . : . . | 27th August 1846
Saxony, . . : . , | 26th Sep tember 1846,
i Brunswick, . 24th Ap: il 1847.
The States of the Thurs 111"1:111 Unmn 10th August 1847.
Hanover, . . . \ . | 30th Qctober 1847,
Oldenburg, . . e« | 11th February 1848.
France, 10th January 1852,
Anh: 11t DE‘:‘.BJII and Analt Bunboul er, | 11th March 1853.
Hamburg ch, . . , : . | 25th November 1853 and
| 8th July 1855, i
Belgium, . : . | 8th February 1855,
Prussia, S;wny, Saxe W eimar, . | 19th October 1853.
Spain, . . . . : . | 24th Sc%tember 1857 and
20th November 1880.
The States of Sardinia, . . . | 4th February 1861,
Hesse, Darmstadt, . . . | Oth February 1862,
Italy, - . : : . . . | 9th September 1863.
German Emptre, . . : . | 24th btptenﬂ)er 1886.

‘* Tha Order in Counecil of 5th August 1875, revolung the appli-
eation of 8. 6 of 16 and 16 Vict., c. 12, to dmnmtlc pieces referred
to in the Order in Council of IOth January 18.;2 with respect to
works first, published in France,”
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The protection of the 1886 Act applies to works pub-
lished before the date of the Order in Council, saving the
rights obtained by any lawful previous publication in the
United -Kingdom, s, 6. It has been deecided that one
who has lawfully produced or performed a foreign musical
work before the Act came into operation may still do so
~Moul v. Greenings (1891), W. N, 131.

S. 7 refers to evidence of the foreign copyright, and
is as follows:—f Where 1t is necessary to prove the
existence or proprietorship of the copyright of any work
first produced in a foreign country to which an Order in
Council under the International Copyright Acts applies,
an cxtract from a register, or a certificate, or other docu-
ment stating the existence of the copyright, or the person
who is the proprictor of such copyright, or is for the pur-
pose of any legal proceedings in the United Kingdom
deemed to be entifled to such copyright, if authenticated
by the official seal of a Dlinister of State of the said
foreign country, or by the official seal or the signature of
a British diplomatic or consular officer acting in such
country, shall be admissible as evidence of the faets
named therein, and all Courts shall take judicial notice of
cvery such oflicial seal and signature as is in this section
mentioned, and shall admit in evidence, without proof,
the documents authenticated by it.”

Lranslations,— By s, b, the copyright given to a
foreign work includes the right of translation into other
languages, provided that if an authorised English trans-
lation has not been produced within ten years, or any
other term preseribed by the Order, the right to prevent
an unauthorised translation in the United Kingdom ceases,
See on next page, * Importation,”

The conditions of the Acts and Orders must be strictly
obscerved-—Cassell v. Stiff (1856), 2 X, & J., 279. It
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will be necessary, therefore, to conform to the British
statntes regulating works first published in the Uniteq
Kingdom, except in those particulars from which foreign
works are expressly excmpted. Thus each print of an
engraving must bear the true daie of the first publication
—Avanzo v. Mudie (1854), 10 Ex. Rep., 203 ; and the
work must be registered where registration is required for
an Inglish production., See supra, p. 56. .
A plainlifl residing abroad, and having no sufficient
assets in this country, will have to pay money into Court,
or find security for costs, a3 a condition ¢f suing or ob-
taining an injunction—7roitsch v. Rees, W. N, 1887, 150.
Importation.—The Act of 1844 (s. 10) prohibits the
importation of all protected foreign books printed or
reprinted in any country other than that in which such
Loolks were first published. The person who possesses such
hooks for sale or hire is liable to an action for damages.
The Act of 1852 (s. 9) prohibits the importation of all
protected foreign works of literature or art, aund transla-
tions ¢f any foreign book or dramatic picce, printed 1n
any country but that in which such work was first pub-
lished, See alsc p. 17. |
Performing-right.—This 1s protected as well as the
copyright—Moul v. Groenings (1891), W, N., 131.
Terms,—The term in France is the life of the author
and 50 years ; Belgium, life and 20 years ; Germany, life
and 30 years ; italy, life ana 40 years, with a second term
of 40 years protected only by royalties ; Russia, life and
50 years ; Spain, life and 50 years ; Portugal, life and 50
years ; Holland, Iife and 20 yecars—ZReport of Copyright
Com., s. 39. As to the United States, see Appendix.



CHAPTER IX

THE RIGHTS OF AUTHORS, EDITORS, AND PUBLISHERS, .
INTER SE

An author (see p. 27) who owns his unpublished work,
or the copyright in a published composition, may, after
sale, himself publish another work on the sae subject,
the sale whereof may interfere with the sale of thoe first,
~ provided that the new work be not an infringement of
the copyright in the first, and that he has not beund him-
self by express or implied contract not to publish a rival
work — Barfield v. Niclolson (1824), 2 8. & S., 1, in
which case his publisher, ag well as himself, will be liable
to an injunction. |

An author’s right to use his own name in connection
with a work is assignable; and in the case of Beefon’s
Christinas Annual, where the author conveyed the right
te use his name in connection with the serial, and agreed
nob to permit the usc of his name for another publication
without consent, he was restrained from breaking the
agreement—Iard v. Beefon (1874), L. R., 19 Eq., 207.
He would also be restrained from stating that the use of
his name is unauthorised--Bradbury v. Dickexs (1859),
27 Beav., 53.

If an author present a MS. to a publisher, with verbal
permission to publish it, no injunction will bhe granted to

restraint the publisher on the ground of the gift being
73
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incompiete. without writing, which it is submitted 1§ is
not—Rundell v. Murray (1821), Jac., 311,

The contract by which au author undertakes to write a
work for a publisuer is a strietly personal one, and ceases
to be in force upon the death of the author, 7.c. its benefits
and liabilities do not survive fo his representatives—
Marshall v. Broadhurst (1831), 1 Tyr.,, 348 ; and, in case
of his bankruptey, his trustee eannof, compel him to com-
plete his contract for the benefit of the estate. See Sir
Waller Seott’s case, quoted in Wilson v, Carrathers (1841),
8 M. & W,, at p. 343. And, for this reason, no decres
for specific performance of the contract can be made,
althotgn the author may be restrained from writing the
same work for any one else, if there is in the agreement a
negative covenant to that effect; but this will not be
imported from the positive covenant—Clarke v. Price
(1819), 2 Wils. C. C., 1567 ; Stiff v. Cassell (1856), 2 Jur.,
N. 8., 348, The contract is persoral also on the side of the
publisher, and cannot, without tlie consent of the author,
be assigned to another publisher, or to the successors of
the firm—ZHole v. Bradbury (1879), 12 Ch. D., 886 ; the
case of Leech’s A Little Tour in Lreland.

Where a contract 1s made by an author o write, and a
publisher to publish, a vight of action for damages arises
cn breach of the coniract, aud also an action for payment
for work performed—Gale v. Leckie (1817), 2 St., 107 ;
and 1t may be that an injunction will be granted in aid
of a publisher who has partly performed a contract to
publisn a book, whic__ the autlior has taken to another
publisher——DBrooic v. Wentwor'™ 1797), 3 Anst., 881, As
to whether an agreement o .:n author and publisher
amounts to a partnershi_ . oo “enalles v. Wood (1839),
3 Ross, L, C., 529 ; and as between printer and publisher
see Wilson v. Whitehead (1842), 10 M. & W., 503.
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Care must be taken that an agreement beiween author
and publisher is not “in restraint of trade,” as the Courts
are rightly jealous of contracts restraining authors from
future work. The question of “reasonableness” is for
the Court 2lono; and it is almost impossible fo state
beforehand, except by wry of extreme examples, what
would be reasonable and what not. Thus an agreement
not to publish a new book on the same subjeet as the one
soid might, under some circumstances, be gocd-—Ains-
worth v. Dentley (1866), 14 W, R., 630; but not an
agreement forbidding the publication of any and all
new books, unless this were closely limited in point of
time.

In an agrecment by which the net profits of Pey
Woflington were to be divided between Charles Reado
and his pullisher Bentley,—nothing being said as fo the
number of editions, price, or appearance, or as to the ter-
mination of the agreement,-—it was held that Bentley had
the right of fixing tho price, and might, 1 he chose, add
- illustrations ; and that he might continue bringing out
successive editions, until the partnership between him
and Charles Reade should be dissolved, previcus to the
incurring of any expense on account of a futurse edition-—
Reade v. Dentley {1858), 4 K. & J., 656, In this case
(p. 667) the Vice-Chancellor explained the meaning of the
word * edition ” :(—* Aq edition of a work is the putting
of 1t forth before the public; and if this be done in
batches at successive periods, each successive batch is a
new edition; and the question whether the individual
copies have bgen printed by means of moveable type or
by stercotype, does not scem to me to be material. . .,
A new edition is published whenever, having in his store-
house & certain number of copies, the publisher issues a
fresh bateh of them to the public.” The purchaser of an
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““edition” may restrain the publication of 2 new ediiion
while any of his copies remain unsold, and he I8 pro
fanto purchaser of the copyright—-Sweet v. Cater (1841),
11 Sim., 872, Dut where there 18 no mention of editions
or number of copies, and the publisher merely agrees to
publish at a royalty, then, In the absence of words giving
an exclusive licence to publish, the author can employ
. another to publish simultaneously with the first. In the
absence of contract there is no lwplied condition to the
contrary-—Warne v. Routledge (1874), L. R., 18 Eq., 497.
As to underselling, in contravention of agrecment, sec
Benning v. Dove (1833), 6 C. & P., 427.

One man has no right to advertise or issuc a publication
as another’s, or as.the continuafion of a serial of another,
e.q. as a “ New Series Improved "—Hegg v. Xirby (1803),
8 Ves., 215 ; Prowett v. Mortimer (1856), 2 Jur. N, S.,
414, and see anfe, p. 15: but he may, of course, publish
or advertise another work, and may disparage his rival’s
book by poinling out the excellences of his own, but
he must be careful to avoid libel.

It i1s allowable for an author, on dissolving partnership,
or on ceasing to compose or edit o periodical or serial on
behalf of another, to advertise the fact that he no longer
has any conncction with the publication in question ; but
he may not state that the publication has been dis-
continued, a4 in the one case it is the property of the
partnership and must be sold as such, and in the cther it
belongs to the publisher—Bradbury v. Dickens (1859),
27 Beav., 83 ; 1n which case an injunction went against
the late Charles Dickens 1t respect of Howuselisld
Words, upon the severance of the partnership between
himself and the plaintiff, -

A contract to supply & ““new” history is not satisfied
by supplying a translation of an existing history, though
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accompanied with new additions and a continuation
-—Pator v. Duncan (1828), 3 C. & P., 336.

To advertise a song as “written by G. L.” is not in-
correct if the words have in fact been written by him,
although the music be composed by some one else—
Chappell v. Sheard, 7b. v. Davidson (1855), 2 K. & J.,
117, 123,

Tl purchaser of a manuscript has, in the absence of
agreement to the contrary, the right of modifying tho
manuscript, even against the will of the author, though 1t
may, of course, be an implied term in the contract that
the work should be published entire—Coi v. Cox (1853),
11 Hare, 118, No detriment to the autlior’s reputa-
tion, which may possibly result, will give him a right to
an action unless the publication is libellous of the author
or injurious to him in his trade or profession. 1n 4ich-
bold v. Sweet (1832), 1 M. & R., 162, the plamntiff; a
barrister, obtained a verdict against the defendant for
publishing the third edition of a law-book originally
written by the plaintiff, the defendant falsely alleging
that the edition was edited by the plamntiff, such edition
containing many inaccyraciss and errors in law and
reasoning, The name of the edifor 18 not part of the
title of a book, Where there 1s no coniract that the
name should be published, the editor cannotf insist on its
appearing. An injunction will not be granted where the
publisher and proprietor unduly interferes with the
functions of the editor, but the edifor may recover
damages—Crookes v, Pefier (1860), 6 Jur. N. S. Ch.,
1131. In artticles written for reviews, etc., it is usual
for authors to be restricted in length ; and, where this is
the caso, it would be within the discretion of the editor to
cut down the article to the required size. Of course, an
editor may erase libellous or offensive cxpressions,
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- Encyelopadias, Periodicals, Serials, efe.—S. 18 of 5 and
6 Viet., c. 45, is important as defining the rights of
proprietors and contributors, and is given in full as
follows :— -

‘“ And Ge it enacted, that when any publisher or other
person shall, before or ab the time of the passing of this Act,
have projected, conducted, and carried on, or shall here-
after project, conduet, and carry on, or be the proprietor
of any encyclopsedia, review, magazine, periodical works;.
or work published in a series of books or parts, or any book
whatscever, and shall have employed or shall employ any
persons to compose the same, or any volumes, parts,
essays, articles, or portions thereof, for publication in or
as part of the same, and such work, volumes, parts,
essays, articles, or portions shall have been or shall here-
after be composed under such employment, on- the terms
that the copyright therein shall belong to such proprietor,
projector, publisher, or conductor, and paid for by such pro-
prietor, projector, publisher, or conductor, the copyright
in every such cneyclopedia, review, magazine, periodical
work, and work published in a series of books or parts,
and in every volume, part, essay, article, and portion so
composed and paid for, shall be the property of such pro-
prietor, projector, publisher, or other "conductor, who
shall enjoy the same rights ag if he wore.the actual author
thereof, and shall have such term of copyright therein as
is given to the authors of books by this Act, except only
that in the case of essays, articles, or portions forming
part of and first published in reviews, magazines, or other
periodical - works of a like mature, after tba term of
twenty-eight ycars from the first publication thereof
respectively, the right of publishing the same in a separate
form shall revert to the author for the remainder of the
term given by this Act : Provided always that during the
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term of twenty-eight ycars the said proprieter, projector,
publisher, or conductor shall not publish any such essay,
article, or portion separafely or singly without the consent
previously obtained of the author thereof or his assigns :
Provided also that nothing herein contained shall alter or
affect the right of any person who shell have been or
who shalli be so employed as aforesaid to publish any
such his composition in a separate form, who, by -any
contract, express or implied, may have reserved or may
hereafter reserve to himself such right ; but every author
reserving, retaining, or having such right shall be entitled
to the copyright in such composition when published in a
separate form, according to this Act, without prejudice
to the right of such proprictor, projector, publisher, or
conductor as aforesaid.” |

In the absence of agreement to the contrary, the copy-
richt is in the author subject to a statutory licence o usc
the contribution for a particular purpose, and he may
restrain the publication of the article 'in a separate form
or otherwise than as part of the. cmyclopmdm or period-
ical—Hereford v. Griffin. (18£8), 16 Sim., 190. Whee
the proprictor of the peuodmal ete., has obtained the
manuscript, and has qctual]y paid for. it “on the terms
that the copyrlght therein’ shall belong to” him, he can
sue for breach of contract on proof of those facts ; but
where he does not prove this, the author must be joint-
plaintiff — Walter v. Howe (1881), 17 Ch. D., 708 ;
Richardson v. Gilbert (1861), 1 Sim. N. 8., 336, ete. It
is probable that during the twenty-eight years the author
might sue for infringement if he proved that his rever-
sionary right had been damaged. The right of the author,
as regards the proprietor of the periodical, is not founded
on copyright, and so may be enforced without registration
—~Mayhew v. Maxwell (1860), 1 J. & H., 312: a case .
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~ which also decided that an extra (e.g. a Christmaé) num-
 ber of a periodical is part of the periodical and not a

separate publication, but that a story written for the

.+ . Christmas number could not be republished by the pro-

piietor. Again, the publisher has no right to issue a

. story confributed as a serial to his periodical in a

“supplemental ” number which may be purchased with-
out the current number—Smith v. Johnson (1863), 4
Giff, 632.

Where the publisher or proprietor has paid for the
wlhiole copyright, he possesses it both for the first and
renewed terms, but an assignment in writing might be

necessary . to prove the iransfer—ZLRundell v. MMurray
(1821), Jac., 311.
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PATENTS



CHAPTER I

INTRODUCTORY

Tre Statute of Monepolies (21 Jas. I, e. 3), which was
passed in 1624, forms the basis of all modern patent

law, so much so that there is little beyond antiguarian
interest, which can be satisfied by an inquiry as fo the
law previous to that date. 7.

Any student of constitutional history will recollect the
prerogative right of the Crown, claimed and exercised 'as
early as the reign of Edward ILI, to grant leftcrs-patent
to persons inventing or ab least introducing into the
realm o new process or & new product of manufacture,
He will recollect also the attempts made by the different
sovereigns of the Tudor dynasty, urged by pecuniary

difficulties, to extend the prerogative by granting mono-
polies for making and selling products that were of old

and every-day use, and the protests made by the Commons
with varying success. dJames I, affer the decision in
Darey v, Allein, 11 Co. R., 846, virtually gave up the contest
by publishing 'in 1610 a book, entitled 4 Declaration of
His Majesty's Pleasure, in which he declared monopolies
to be against the law of the realm.

This declaration, coupled with the 1ncon31stcncy of His
Majesty's conduct with his professions, was the cause of

the Statute of Monopolics, which commenced i in s, 1, after
83
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the manner of statutes of that time, with a recitation of
the state of the law and the grievances which occasioned
the necessity for the present enactment, This preamble
made special mention of James’ published declaration, and
proceeded to declare and enact that all monopolies were
‘“ altogether contrary to the laws of the rcalm, ete.,,” and
were thereafter to be tiied by the common laws, and
(inferentially) not by the Court of Star Chamber, a Court
which had distinguished itself by upholding illegal mono-
polies to the great advantage of the influential monepolists
and of the sovereign.

Sir Edward Coke (3 Inst.,, 181) defines a monopoly as
‘““an institution or allowance by the King by his grant,
commission, or otherwise to any person or persons, bodies
politic or corporate, of or for the sole buying, selling,
making, working, or using of anything, whereby any per-
gon or persons, bodies politic or corporate, are sought to
be restrained of any freedom or liberty that they had
before, or hindered in their lawful trade,” !

The statute, if it had stopped with the first four sec-
tions, would have suppressed all monopolies, but in the
fifth and subsequent sections certain letters-patent and
privileges were saved.

These were :—

1. Letters-patent alrcady made for new manufactures,
not used by others at the time of making the letters-

1 a. Municipal Corporations are stiil constituted by Royal Charter.
Comypianies for trading and other purposes may be founded in the same
way. See 7 Will. IV, ¢, 73 (1837).

0. Persons who sell ¢ patent” medicines have to tzake out an annual
licence and to affix to the medicines, before they are exposed for stle,
labels impressed with the amount of duty payable. They must supply
the Commissioners of Stamps with ¢ note containing their name and
address, and must obtain from him the requisite labels. Both buyer
and seller are liable to a penally if the medicines are sold without the

abel.,
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patent, such privileges not to last more than fwenty-one
yeurs.

2. Future letters-patent and grants of privilege.

3. (zrants to justices.

4. Charters to corporations.

5. Letters-patent concerning printing, saltpetre, gun-
powder, great ordnance, shot, offices, alum, mines, the
liberties of Newcastle-on-T'yne, tavern licences, and certain
named patents to individuals.

With regard to 2, it appears from s, 6 that the grant
must possess the follewing seven properties :—

(1) 1t must be for fourteen years or under (p. 103).

(2) It must be granted to the true and first inventor
or inventors (p. 94).

(3) It must be of new manufactures, which any other
at the time of making suck letters- patent did not use
(p- 89). |

(4) It must not be contrary to law.

(8) Nor mischievous to the State by raising prices of
commodities at home.

(6) Nor to the hurt of trade,

(7) Nor generally inconvenient.—Hindmarch, pp.
1-18, |

To the above requirements it should he added that the
invention must be useful to the public (p. 93).

An Act passed in 1835 (5 and 6 Will. IV, ¢, 83)
enabled a patentee, who, as found by a verdict of a jury,
was not the true inventor, but who believed himself to bo
so0, to petitton Her Majesty in Council for the confirma-
tion of the patent, which might be granted on the Judicial
Committee being satisfied that the invention *“had not
been publicly and generally used before the date” of the
patent. This statute also contained provisions respecting
the prolongation of the term, which provisions were sub-



86 PATENTS

sequently amended by 2 and 3 Vieh, ¢. 67 (1839), and
again by 7 and 8 Vict, ¢. 69 (1844).

‘The Palent Law Amendment Act, 18562 (15 and 16
Vict.,, c¢. 83), made extensive alterations. By it the
Commissioners for Patents were constituted, provisional
and complete specifications and 1nvestigation by a law-
officer were made obligatory. Letters-patent were to be
avoided on non-payment of fees, were to extend over the
United Kingdom, the Channel Islands, and the Isle of
Man. Provision was made for filing specifications,
registering patents and proprietors, ete., ete. The pay-
ment of fees was altered in the next year 18563 (16
and 17 Vict,, e. 5). The law iwas further amended, in
points now immaterial to notice, by 16 and 17 Vict,
c. 115,

In 1859 provision was made for assigning to the
Sccretary of State for War improvements in instruments
or munitions of war (22 Vict.,, ¢. 13); and in 1865 it
was enacted that exposition of inventions in certain
industrial exhibiticns certified by the Board of Trade
“should not prejudice the inventor’s right to a patent

(28 and 29 Vict., c. 3); and in 1870 the same right was
given ag regards international exhibitions.

The whole of the previous legislation was repealed,
consolidated and amended by the Patents Act, 1883,
which now follows, with notes,

In this Act, s, 46, the following definifions ocetr :—

“In and for the purposes of this Act—

¢“¢Patent’ means letters-patent for an invention.

¢ Patentes’ means the person for the time being en-
titled to the benefit of a patent,.

‘“ ¢ Invention’ means any manner of new manufacture,
~ the subject of letters-patent and grant of privilege, within
s. 6 of the Statute of Monupolies (that is, the Act of
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_the twenty-first year of the reign of King Jamas the Firs,
¢. 3, intituled *An Acb concerning monopoiies and dis-
pensations with penal laws and the forfeiture thereof *),
and includes an alleged invention {p. 88). |

“ In Scotland ‘injunction’ means ¢interdict.’”

Letters-patent, or, in common parlance, a patent such
as forms the subject of this work, may be correctly defined
an open record under the Great Seal, containing a grant
of privilege in an invention made by the Crown fo an
inventor.—1Ilindmarch, p. 36.
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THE INVENTION -

It will be remembered that the Statute of Monopolies
excepted from its operation “the privilege of the sole
working or making of any manner of new manufacture ; *
from which it would appear that what is protected by a
patent is not tho product, but the process—the working
or making ; but this is not the real meaning, it having
long ago been decided that both a product and a process
may be the subject of patents, Great care should be
taken in drawing the specification (p. 99) to malke it clear
whether a patent 1s claimed for a new manufactured
article or a new process of producing a known article.
Where the article itself is new, a monopoly in it should
be claimed, and not necessarily in the process: for
such a monopoly includes all possible processes of manu-
facture — Badische, Anilin, etc. v. Levinstein (1887);
12 App. Cas., 710, But the product or method being
claimed, it is necessary to avoid claiming the principle
which is applied. Thus a combination patent will protect
2. machine from all others substantially the same, not
(directly) the prineiple of construction—Automatic Co. v.
Combined Co. (1889), 6 R, P. C., 367 ; Same v. Knight,
¢b., p. 297. No patent can be granted for an idea or
principle, apart from the prgsctical application of it to a
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manufzceture. It is not necessary that the article or
process should have been actually produced or pub Into
operation before the application for a patent; indeed, in
the case of an imported invention, it is unusual to manu-
facture in this country befors the application is made.
Again, it is often dangerous to manufacture before pro-
tection is granted, for the invention may cease to be
. gecret, and so may lose the essential merit of novelty.

If a process only is claimed, a rival manufacturer 1s at
liberty to produce the same result by another process.

Novelty.—The manufecture must be new * within the
realm ’—Jackson v. Needle (1885), 2 R. P. C,, 191, Sce
s. 103, p. 207.

A. process or product is not new if there previously
exists within the realm, information, by using which a com-
petent workman (see p. 111) can use the process or make
the preduet, Actual previous manufacture is not neces-
sary to disqualify the applicant. Information as to a result
obtained is not anticipation of the process, which precedes
the result—Dowling v. Billingter. (1890}, 7 R. P. C,, 191.
The information may exist in picture form, or it may bo
in a book, pamphlet, ete., published in the ordinary way
in which books, ete.,, are published, or which may be
deposited 1n a place to which the public have access,

I a recent case—Harvis v. Rothwell (1887), 35 Ch. D,
ab p. 431—the majority of Court of Appeal said, * Primd
facie, a patentee i1s not the first inventor of his patented
invention 1f it be proved that before the date of his
patent an intelfigible description of his invention, cither
in English or In any other language commonly known in
this country, was known to exist in this country, either
in tho Patent Office or in any other library to which the
public are admified, and to which persons in search of
information on the subject fo which the patent relates
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would naturally go for information. But if it be proved
that the foreign publication, although in a public library,
was not, in fact, known to be there, the unknown exist-
ence of the publication in this country 1s not fatal to the
patent.” See United Horse Shoe Co. v. Stewart (1885, 2
R. P.C., 122; Pickard v. Prescoit (1890), 7 R. P. C., 361.

By s. 44, sub-s. 12, “The communication of any
invention for any improvement in instruments or muni-
tions of war to the Secretary of State, or to any person
or persons authorised by him to investigate the same or
the merits thereof, shall not, nor shall anything done for
the purposes of the inveéstigation, be deemed use or
publication of such invention so as to prejudice the grant
or validity of any patent for the same.”

A new use for an old thing cannot be patented. ‘It
would be a very extraordinary thing to say, that because
all mankind have been accustomed to eat soup with a
spoon, a man could take out a patent because he says
you might cat peas with a spoon.”

In American Braided Wire Co. v. Thompson (1888), 5
R. P. C., 118, it was held that prior applications of the
same material, and a suggestion in the specification that
the material might be applied to analogous articles, with-
out any practical mode of so applying it being pointed
out, was no anticipation.

An application of a kmown principle, materiaj, or
machinery to produce a novel result is good subject-
matter for a patent—Dowling v. Billington {1890). 7
R. P.C., 191 ; but not the application of a knowxn erticle,
material, or machinery to & known or analogous purpose—
Morgan v. Windover (1890), 7 R. P. C., 131 ; Albo-Carbon
Light Co. v. Kidd (1887), 4 R. P. C., 635. So, manu-
facture of a known article in a new material cannot he
profected unless the new material 1s itself protected.
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But 2 new contrivance for producing an old object may
be patented.

Ready and extensive sale is cogent evidence of novelly
—Ehrlich v. Ihiee (1888), 5 R. P. C., 198.

Exhibitions,.~—By s. 39 of the Act of 1883, “The
exhibition of an invention at an industrial or-inter-
national exhibition, certified as such by the Doard of
Trade, or the publication of any description of the inven-
tion during the period of the holding of the exhibition,
or the use of the invention for the purpose of the
exhibition in the place where the exhibition is held, or
the use of the invention during the period of the hold-
ing of the exhibition by any person elsewhere, withou!
the privity or consent of the inventor, shall not prejudice
.the right of the inventor or his legal personal representa-
tive to apply for and oblain provisional protection and o
patent in rospect of the invention or the validity of any
patent granted on the application, provided that both the
following conditions are complied with, namely :—

“{(a.) The exhibitor must, before exhibiting the inven-
tion, give the comptroller the prescribed notice of his
intention to do so (Form O, p. 167); and

“(0.) The application for a patent must be made before
or within sixz_months from the date of the opening of the
exhibition.”

The notice must be in writing, accompanied by a brief
description of the invention, and drawings, if necessary, and
any other information required by the comptroller (Rule 15).

Her Majesty may, by Order in Council, declare that this
secfion shall apply to any exhibition mentioned in the
Order (whether held in the United Kingdom or not), and
provide that the exhibitor shall be relieved from the

- conditions by giving notice to the comptroller (Act of
1886, s, 3).
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Prior User.—~The prior use which will defeat a patent
must have been % public,; so that a private manufacture,
no articles being distributed or exhibited in publie, or an
exhibition under obligation of secrecy, or in the course of
experiments, or as a sclenfific curiosity, wili not prevent
a subsequent discoverer obiaining a patent—ILdison v.
Woodhouse (1886), 32 Ch. D., 520. “User” includes
“ Sale,” and this whether the article be manufactured in
England or abroad’; and a public sale in this country
vitiates a subsequent patent whether the article is sold
for home or foreign consumption. A single instance of
prior . public user is sufficient to mvahdate 8 patent—
Brereton v. Richardson (1884), 1 R. P. C., 165. And
ses Chap. III, at p. 95.

But the secret manufacture of articles before, for the
purpose of sale affer, the date of the patent is not publica-
tion—Moss v. Malings (1886), 3 R. P. C., 373.

Improvements and Combinations, ete, —-—There is 0w no
question but that a patent for improvements in existing
processes or products -is good, excspt in so far as the
working of it may infringe a prior patent. See Moore v.
Thomsor (1890), 7T R. P. C,, 325. So also a patent may be
valid which protects 2 new combination or a new simpli-
fication of known processes, or 2 new compound of known
articles of manufacture. Care should be taken in describ-
"ing the improvement or combination in the specification ;
for an improvement in a subordinate pait of a combination
1s not the same &s a new combination. -Again, a *com-
bination patent ” may be framed to protect not only the
new combination but the new additions (if any). And
see Cropper v, Smeth (1884), 26 Ch, D., 700 ; Kélly v
Heatlvman (1880), 45 Ch. D., 256,

““The introduction into an old combination of a new
shape of one of the old elements, which invokes a law of
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uature otherwise left on one side, i1s good subject-matter ”
—FEdison and Co, v, - Woodlousey efe. (1887), 4 R. P. C,, 79.

Utiltty.—One of the considerations for the grant of a
patent 1~ that the invention be useful to the public; and,
as a co: v to this, that the articles mannfactured be
_saleable.  .ut this requirement is not of general import-
ance, as any utility, however small, 1s suffictent, Where
more than one inveniion is included in ‘s patent, each
must be useful. A patentee defending his patent should
be prepared to show that it has been worked, and that
the manufactured articles have been gold : if rot, he must
explain the non-working and prove utility in other ways,
See Hdison Co. v. Holland (1889), 6 R. P. C., 243.
The Court is not very ready to listen to an allegation of
non-utility from a defendant who finds it worth his wiile
to infringe the patent. And sce Hmdm_arch pp. 132-142,
and United Horse Shoe, ete. Co. v. Stewart and Co. (1888),
Dec. Ct. Ses., 4th Ser., xv., p. 45 (H. L.).

Commercial success ig important evidence of utility
where the invention enables cheaper production— Badische,
Anzlin, ete. v. Levinstein (1887), 12 App. Cas., 710. Public
demand 18 geod evidence of utility of a new combination
—American Braided Wire Co. v. Thomson (1889),
R. P. C,, 518,

The demsmn of the judge as to utillty will not be over-

ruled on appeal—Siddell v. Vickers (1888), 5 R, P. C.,
416. S ‘
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THE APPLICANT

Iv should be remembered that the grant of a patent is
considered the result of a bargain between the Crown, as
representing the publie, and the grantee.  The public gain
by a new invention and by the stimulus given to other
inventors through the monopoly granted.

By the Act of 1883, s. 4, sub-ss.

(1) “Any person, whether & British subject or nof,
may make an application for a patent. |

(2) *Two or more persons may make a joint application
for a patent, and a patent may be granted to them jointly.”

And by 48 and 49 Vict. (1885), c. 63,s. 5, it is declared
that “a patent may be lawfully granted to beveral persons’
jointly, some or one of whom only are or is the true and
first inventoers or inventor.”

By s. 84, sub-ss.

(1) *“If a person possessed of an inventien dies without
making application for a patent for the invention, applica-
tion may be made by, and a patent for the invention
aranted to, his legal representative.” See r. 20, p. 108.

(2) “Ivery such application must be made within six
months of the decease of such person, and must contain a
declaration by the legal representative that he believes such

person to be the true and first inventor of the invention.”
04
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Where applicant dies affer making the application, the
patent will be sealed according to s. 12 (30), p. 121,

The applicant must be “ the first and true inventor,” a
phrase which covers wider ground than would appear.
See ¢ Novelty,” p. 89. |

¢“To be an actual inventor or discoverer of a manu-
facture, a person must himself meke the discovery or
invention, the idea of it must originate in his own mind ;
and must not be suggested to hint by another, or taken
from a book or anything else"—Hindmarch, p. 22. Of
course, aithough the inventor may have made an inde-
nendent discovery, still he is not entitled to a patent if
his discovery has already been anticipated and published
by another. DBut a secret discovery will not prevent a
valid patent being granted to & subsequent inventor.

- The inventor may be aided by persons in a subordinate
position to himself, who are employed by him in experi-
menting or carrying out his ideas, such workers being viewed
as the inventor’s tools—Homan’s P, (1889), 6 R. P. C., 104.

Substantial improvements or inventions suggested by
a servant in the course of his employment belong to him
and not to his employer, the question in each case being—
Is there an independent invention due to the unaided
genius of the master or of the servant 1—Siddell v. Vickers
(1890), 7 R. P. C., 292. Consider Kurtz v. Spence (1888),
5 R. . C., 161, as to skilled assistance. The person who
suggests an 1dea to one who procures another to carry it
out 1s not the true and first inventor— Elias v. Grovesend
Tinplate Co. (1890), 7 R. P. C., 455. But where there
arc joint inventors, or more than one person have inde-
pendently made the same discovery, the patent will be
granted to the inventors jointly, or a separate patent to
each, subject to terms.

In the case of simultaneous applications, the inventions
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being identical hut independent, each inventor will be
centitied to a grant and thereby become co-proprictor with
the other, and this although one applicant is more expedi-
tious than the other—Dering’s Patent (1879),13 Ch. D., 393.

And now 1t is provided by s. 13 of the Act of 1883,
““that in the case of more than one application for a patent
for the same invention the sealing of a patent on one of
thoseapplications shall not prevent the sealing of a patent on
an carlier application.” See ¢nfra, p. 121. ,

A co-owner of a patent may manufacture and sell to
any extent he pleases without accounting to another
co-owner, and he may (it scems) grant licences without
accounting for the income therefrom ; but a joint owner,
e.g. & partner, must account to his co-partners for all
profit made from any invention which is an asset of the
partnership. See Lindley on Parinership, 4th ed., p. 68.

See ¢ Opposition to Grant,” infra, p. 112.

By s. 35, “A patent granted to the true and first
inventor shall not be invalidated by an application in
fraud of him, or by provisional protection obtained
thereon, or by any use or publication of the invention
subsequent to that fraudulent application during the
period of provisional protection.”

Importatton.—~—An alien resident abroad may obtain a
patent in this country, or may assign the invention to a
trustee for him; but an importer of a new process or
product may, by expedition, himself obtain 2 patent to the
exclusion of the foreign inventor. The dependencies and
colonies are “ within the realm,” and no patent will be
granted for any invention already published in any one
of them. Thisstatement of the law is now of comparative
unimportance, as most civilised States have acceded to the
International Convention for the protection of industrial

| property, as to which see infra, p. 297.
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THE APPLICATION

By the Act of 1883, s. 5, sub-ss.
“(1) An application for a patent must be made in the

form set forth in the First Schedule to this Act, or in
such other form as may be from time to time prescribed ;
and must be left at, or sent by post to, the patent office

in the prescribed manner,
“(2) An application must contain a declaration to

the effect that the applicant is in possession of an inven-
tion, whereof he, or in the case of a joint application, one
or more of the applicants, claims or claim to be the true
and first inventor or inventors, and for which hé or they
desires or desire to obtain a patent; and must be accom-
panied by either a provisional or complete specification.

“(3) A provisional specification must’ describe the
nature of the invention, and be accompanied by drawings,
if required. '

“(4) A complete specification, whether left on appli-
cation or subsequently, must particularly describe and
ascerfain the nature of the invention, and in what manner
it is to be performed, and must be accompanied by draw-
ings, if required.

“(9) A specification, whether provisional or complete,

mush commence with the tltle, and in the case of a com-
7
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plete specification, must end with a distinet statement of

the invention claimed.”
A separate application should be made for each inven-

tion, although one invention may comsist of more than
one point of novelty. See r. 19, infra, p. 108.

The Forms for application are (A); (Al) to be uged in
applying for a patent for an invention communicated from
abroad ; (A2), to be used iIn applying for a patent under
international and colonial arrangements.?

The Rules regulating the application are as follows :—

“8, An application for a patent must be signed by the
applicant, but all other communications between the
applicant and the comptroller, and all attendances by
the applicant upon the comptroller, may be made by or
through an agent duly authorised to the satisfaction of
the comptroller, and, if he so require, resident in the
Uniied Kingdom.

“9, The application shall be accompanied by a state-
ment of an address, to which all notices, requisitions, and
communications of every kind may be made by the
comptroller, or by the Board of Trade, and such state-
meng shall thercafter be binding upon the applicant,
unless and until a substituted statement of address shall
be furnished by him to the compiroller. He may, in
any particular case, require that the address mentioned
in this rule be in the United Kingdom.

“10. All documents and copies of documents, except
statutory declarations and affidavits, sent to or left at
the Patent Office, or otherwise furnished to the comp-
troller or to the Board of Trade, shall be written or
printed' in large and legible characters, and, unless other-
wise directed, in the English language, upon strong wide-

- ruled paper (on one side only), of a size of thirteen inches

L% Forms," see p. 154, ¢ Fees,” sce p, 151.
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by ¢ight inches, leaving a margin of two inches on the left
~ hand part thercof ; and the signature of the applicants or
agents thereto must be written in a large and legible
hand. Duplicatec documents shall at any time be left, if
required by the comptrolier.” i

As to “declaerations,” see p. 294,
The Title of patent must sufficiently indicate the

subject-matter of the invention, and must not materially
differ from tho claim made by the specification, either in
claiming mors or less. If it claims something differant,

the patent will be bad.

The Provisional Specification (in the absence of a com-
plete specification) must accompany the application. This
document must be supplemented by drawings, if required,
and must deseribe roughly the nalure of the cnvention. 1t
is not necessary that it should sei forth the way in which
the invention can be carried into effect and opevation,
and if it does so, the applicant wili not be closely
held to this when he comes to file the complete speci-
fication, for in this it will be open to him to set
forth another mode, disregarding that in the provis-
ional specification. See Woodward v. Sansum (1887),
4 R. P. C,, 166, and Siddell v. Vickers (1888), 5 R. P,
C., 416.

But in describing the nature of the invention the com-
plete specification must not go beyond the provisional and
claim something more. It should be but an amplification
of the earlier document, and explain, in greater detail,
everything fairly included in the invention claimed by it
—Vickers v. Siddell (1890), 7 R. P. C,, 292, Any sub-

I By the Act of 1888, 5. 1, any person who describes himself as a
““ Patent Agent ” without being registered as such in the register estab-
lished by the Board of Trade, is liable on summary conviction tc a fine

of £20,
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stantial variation between the two documents will avoid
the patent. See p. 111.

The question of indefiniteness is one for the examiner
and comptroller (infra, p. 1056), and no patent ‘once
granted will be avoided on this ground -

Tas CoxpLETE ‘SPECIFICATION

It is generally prudent to file & provisional specification.
Where this is-not done the complete specification must
accompany tho apphcatlon - otherwise * the applicant may
leave it within nine months from the date of the applica-
tion ” (see p. 106), which limit may be cxtended. by the
comptroller to ten months on payment of the fee, ¢ Un-
less a complete specification is left within that time, the
application ehall be deemed to be abandoned.” ¢ Where
an application for a patent has been abandoned, or become
void,” the specifications and drawings are not to be open.
to public inspection or-to be pubhshed Actof 1883, 8. 8;
Act of 1885, s9. 3and 4.1 . - .

By s. 50, « An application for enlargement of tlme for
leaving or accepting o complete specification shall state in
detail in what circumstances and upon what grounds such
extension is applied for, and the comptroller may require
the ‘applicant ‘to substantiate such allegatioris by ﬁuch
proof ag'the comptroller may think necessary.” 2 S

- As-to enlargement of ‘time generally, ses 1. 51, p. 293
Signature of the * complete ” by one of several joint-appli-
cants is enough—Grenfell, efe., 2. (1890),7 R. P. C., 151,

The Language.—It must describe not merely the nature
of the invention, but the manner in which 1t must be
performed and worked. The object is “the furnishing
of sufficient and certain information o the public respect-

1 Fees, p. 151. Form, p. 159, 2Form U, p. 170, -
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ing. what they are prohibited from doing. whilst the
privilege continues, and what they will be enabled to do.
after 16 is expired.”—Hindmarch.

The main Rules to be attended to are as follows :~—

1. ‘The description must correspond with the title and
the provisional specification, if any.

2. The language must minutely, fully and fairly de-
seribe the invention, so that an intelligent and educated
person, conversant with the subject, may understand the
manufacture and be capable of directing a competent
workman in reproducing it on the expiration of the term
—King v. Anglo-American, ete., Co. (1890), 7 R. P. C,,
436. A patent is not invalid because some ftrial or
‘experiment is needed before a competent person can re-
produce it, provided no further invention is required—
Edison Co., v. Holland (1889), 6 R. P. C., 243. Nothing
material- or known to be useful may be omitted, Sce
Thomson v. Batty (1889), 6 R. P. C., 84. .

3. It must claim the invention distinectly, and nothing
more than what is new and essential, and what the
applicant really invented—Henderson v. Clippens Oil Co.
(1883), 4th Ser,, Dec. Cf. Ses, x., p. 38, and Cropper
v. Smith (1884), 26 Ch. D., 700, subsequently reversed
on another ground. It should distinguish what is old,
except where the old is well lknown to be such-—Watling
v. Stevens (1886), 3 R. P, C,, 147 : or where a combination
15 claimed as a whole—XKelly v. Heathman (1890), 45
Ch. D., 256. It may contain statement by the applicant
of prior knowledge, and may refer to existing specifica-
tions—Atherton’s P, (1889), 6 R. P. C., 547.

4, It must not be misleading, puzzling, or ambiguous.

5.. Having described the best method for carrying into
effect the invention, it is not necessary to set forth. others.
Nor is it necessary to particularise immaterial peints, e.g.
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shape, when shape is not essential, nor things necessarily
implied.

Where the language is sugceptible of two constructions,
one of which will uphold the patent and the other not,
that will be adopted which is most favourable to the
patentee—Henderson v. Clippens Oil Co. (ante, p. 101).
Complete specification which claims a product after the pro-
visional had claimed the process is bad—Hutchinson and
Co. v. Pattulo (1888), Dec. Ct. Ses., 4th Ser., xv., p.
644, 5 R. P, (., 351, and s0 a complete which claims
nmiore than the provisional is bad—Goulard and Gibl's P.
(1889), 6 R. P. C,, 215 ; King ard Co. v. Anglo-American,
efe., Co., tb., p. 414, But the complete may describe
improvements in detail, discovered after the provisioral has
been filed—ZLueas v. Miller (1885), 2 R, P. C,, 155, and
the complets may amplify the provisional, although
variance between the two is still fatal-—Fickers v. Siddell
(1890), 7 R. P, C., 2562 ; see s. 11, p. 112.

The Claim.—Xvery complete specification must con-
clude “with a distinet statement of the invention
claimed.” This, of course, ghould correspond with the
dezeription set forth in the complete specification, and
must not exceed 1t. It should be concise and should, by
stating exactly what is claimed, show what; is not claimed.
The requirement, however, is directory only, and if a
patent hos been granted in the sbsence of the claim it
will not be thereby invalid, See Kelly v. Heathman
(1890), 45 Ch. D., 256 ; Viclers v. Siddell (supra).

As to ¢ digclaimer,” see p. 114.

Tar DrawINgs

The following are the Rules applicable to drawings :—
‘30, The provisional or complete specification need not
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be accompanied by drawings, if the specification suiiiciently
describes the invention without them ; buf if drawings are
furnished, they should accompany the provisional or com-
plete specification to which they refer, exeept in the case
provided for by Rule 33. No drawing or skelch such as
requires a special engraving for letterpress should appear
in the specification itself.

¢ 31. Drawings (if any) must be delivered af the Patent
Office either iu a flat state or on roilers, so as to be {ree
feom folds, breaks, or creases

¢ They must be made on pure white, hot-pressed, rolled
or calendered drawing paper of smooth surface and good
quality, and, where possible, without colour or Indian ink
washes.

¢“ They must be on sheets of one of the two following
sizes (the smaller being preferable), 13 inches at the sides
by 8 inches at the top and bottom, or 13 inches at the
sides by 16 inches at the top and bottom, including
margin, which must be half an inch wide. If there are
more figures than ean be shown on one of the smaller-
gsized sheets, two or more of these sheets should be used
in preference tc ewploying the lsrger size. When an
exceptionally large drawing is required, it should be con-
tinued on subsequent sheets. There i1s no limit to the
number of sheets that may be sent in.

“ To ensurs their satisfactory reproduction, the drawings
must be executed with absolutely liack Indian ink ; the same
strength and colour of fine and shade lines to be maintained
throughout. Section lines, and lines for effect, or shading
lines, must not be closely drawn. Reference figures and
letters must be bold, distinet, not less than one-eighth of
an inch in height ; and the same letters should be used in
different views of the same parts, In casesof complicated
drawings, the reference letters must be shown outside the
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figure, and connected with the part referred fo by a firie
line.

“The scale adopted should be large enough to show
clearly wherein the invention consists; and only so much
of the apparatus, machine, etc., need be shown as effects
this purpose, 'When the scale is shown on the drawing
it should be denoted, nof by words, but by a drawn
scale.

¢ Drawings must bear the name of the applicant (and in
the case of drawings left with a complete specification
after a provisional specification, the number and year of
the application) in the lefi-hand top correr, the number
of sheets of drawings sent, and the number of each sheet
in the »ight-hand top corner ; and the signature of the
applicant or his agent in the right-hand bottom corner.

¢ No written description of the invention should appear
on ithe drawings.

“ Wood engravings, or representations of the invention,
other than the drawings prepared as above described,
will not be received, unless of such a character as to be
suitable for reproduction by the process of photo-
lithography.

“32. A facstmile of the original drawings, but without
colour or Indian ink +washes, and prepared strictly in
accordance with the regulations prescribed in Rule 31,
must accompany the originals, and be marked ¢ true copy.’

“33. If an applicant desires to adopt the drawings
lodged with his provisional specification as the drawings
for his complete specification, he should refer to them as
those ¢left with the provisional specification.’”

This Rule carries out the Act of 18886, which, by s. 2,
renders drawings left with the provisional specification
sufficient, provided the complete refers to them.

An inference from drawings will not control the
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language of the specification, if this is clear—Steuart v.
Bell's Trustec (1883), 4th Ser., Dec. Ct. Ses., xi., p. 236 ;
and see Fairburn v. Houselold (1886), 3 R. P. C., 263.

PROCEDURE SUBSEQUENT TO APPLICATION

S8, 6-10 of the Act of 1883, as amended by the Acts
of 1885 and 1888, prescribe this procedure, and are as
follows :—-

* 6. The comptroller shall refer every application to an
examiner, who shall ascertain and report to the comp-
troller whether the nature of the invention has heen
fairly deseribed, and the application, specification, and
drawings (if any) have been prepared in the prescribed
manner, and the title sufficiently indicates the subject-
matter of the invention.

“7. (1) If the examiner reports that the nature of the
‘invention is not fairly described, or that the application,
specification, or drawings has not, or have not, heen pre-
pared m the prescribed manner, or that the title does not
sufficiently indicate the subject-matter of the 1nvention,
the comptroller may refuse to accept the application, or
require that the application, specification, or drawings be
amended before he proceeds with the application ; and in.-
the latter case the application shall, if the comptroller so
directs, bear date as from the time when the requirement
18 complied with.

““(2) Where the comptroller refuses to accept an applica-
tion or requires an amendment, the applicant may appeal
from his decision to the law officer.

“(3) Thelaw officer shall, if required, hear the applicant
and the comptroller, and may make an order determining
whether, and subject to what conditions (if any), the
application shall be accepted.
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“(4) The comptroller shall, when an application has
been accepted, give notice thereof to the applicant.

“ (5) If, after an application for a patent has beer made,
but before the patent thereon has heen sealed, another
application for a patent is made, accompanied by a speci-
fication bearing the same or & similar title, the comp-
troller, if he thinks fit, on the request of the second
applicant, or of his legal representative, may, within two
months of the grant of a patent on the first application,
either decline to proceed with the second application or
allow the surrender of the patent, if any, granted therzon.”

EFFECT OF ACCEPTANCE OF AN APPLICATION

By s. 14 (1883), after the acceptance the invention
“may be used and published without prejudice to the
patent to be granted,” This protection is called * pro-
visional,” It appears only to save the applicant from
what might otherwise be the consequences of the dissem-
ination of the mmvention, viz. he might make it the pro-
perty of the public, or the secret of the manufacture
migut become known to his prejudice.

S. 8. [As to the time for filing complete specification, see
ante, p. 100.}

“S. 9. (1) Where a complete specification ig left after a
provisional specification, the comptroller shall refer both
specifications to an examiner for the purpose of ascertain-
ing whether the complete specification has been prepared
in the prescribed manner, and whether the invention
parbicularly described in the complete specification is
substantially the same as that which is described in the
- provisional specification.

- %(2) If the examiner reports that the conditions herein-
before contained have not been complied with, the
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comptroller may refuse to accept the complete specifica-
tion unless and untii the same shall have been amended
to his satisfaction ; but any such refusal shall be subject
to appezal o the law officer.

¢ (3) The law officer shall, if required, hear the applicant
and the comptroller, and may make an order determining
whether and suljject to what conditions, if any, the com-
plete specification shall be accepted.

““(4) Unless a complete specification is accepted within
twelve months from the date of application, then (save in
the case of an appeal having been lodged against the
refusal to accept) the application shall, at the expiration
of those twelve months, become void.”

[The comptroller may extend this time by three months
on payment of the prescribad fee—Act of 1885, s, 3.]1

“(5) Reports of examiners shall not in any case be
published or be open to public inspection, and shall not
be liable to production or inspection In any legal pro-
ceeding, unless the Court or officer having power to order
discovery in such legal procceding shall certify that such
production or inspection 1s desirable in the interests of
justice, and ought to be allowed.

“S. 1b. After the acceptance of a complete specification
and until the date of sealing a patent in respect thereof,
or the expiration of the time for sealing, the applicant
shall have the like privileges and rights as if a patent for
the invention had been sealed on the date of the accept-
ance of the complete specification: Provided that an
applicant shall not be entitled to institute any proceeding
~ for infringement unless and until a patent for the inven-
tion has been granted to him.

“S. 10, On the acceptance of the complete specifica- |
tion the comptroller shall advertise the acceptance ; and

1 Form V, p. 170,
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the application and specification or specifications with

the drawings (if any) shall be open to public inspection,”
As to comptroller’s diseretion, ete., see pp. 100, 105, 289.
As to amendment, see pp. 117, 287.

The following Rules apply to the foregoing sections :—.

“19. Where a person making application for a patent
includes therein by ‘mistake, inadvertence, or otherwise,
more than one invention, he may, after the refusal of the
comptroller to accept such application, amend the same go as
to apply to one invention only, and may make application
for separate patents for each such invention accordingly.

“ Jivery such application shall, if the applicant notify
his desire to that effect to the comptroller, bear the date
of the first application, and shall, together therewith, be
proceeded with in the manner prescribed by the said
Acts and by these Rules, as if every such application had
been originally made on that date.

“20. An application for a patent by the legal representa-
tive of a person who has died possessed of an invention
shall be accompanied by an official copy of or extract
from his will, or the letters of administration granted of
his estate and effects in proof of the applicunt’s title as such
legal representative, and must; be supported by such further
evidenice as the comptroller may require. See p. 121,

“21. On the acceptance of a provisional or complete
specification the comptroller shall give nofice thereof to
the applicant, and shall advertise such acceptance in the
official journal of the Patent Office.

“22. Upon the publication of such advertisement of
acceptance in the case of a complete specification, the
application and specification or specifications with the

drawings (if any) may be inspected at the Patent Office.
upon payment of the prescribed fee,”
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Practice oN APPrEAL 7o THE I.Aw OFFICERS

By 8. 38 “The law officers may examine witnesses on
oath and administer oaths for that purpose under this
part of this Act, and may from fime to time make, alter,
and rescind rules regulating references and appeals to the
law officers and the practice and procedure before them
under this part of this Act ; and in any proceeding before
cither of the law officers under this part of this Act, the
law officer may order costs to be paid by either party, and
any such order may be made a rule of the Court.”

The following Rules regulate the procedure :—

““1. When any person intends to appeal to the law
officer from a decision of the comptroller in eny case in
which such appeal is given by the Acts, he shall, within four-
teen days from the date of the decision appealed against,
file in the Patent Office a notice of such his intention.?

¢ 2. Such notice shall state the nature of the decision
appealed against, and whether the appeal is from the
whole, or part only, and if so, what part of such decision.

3. A copy of such notice of intention fo appeal shall
be sent by the party so intending to appeal to the law
officer’s clerk, at room 549, Royal Courts of Justice,
London ; and when there has been an opposttion before
the comptroller, to the opponent or opponents; and when
the comptroller has refused to seal & patent on the ground
that & previous application for a patent for the samec
invention is pending, to the prior applicant.

““4. Upon notice of appeal being filed, the comptrller
shall forthwith transmit to the law officers’ clerk all the
papers relating to the matter of the application in respect
of which such appeal is made.

“3. No appeal shall be entertained of which notice is

' Form T, 169,
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not given within fourteen days from the date of the
decision appealed against, or such further time as the
comptroller may allow, except by special leave upon
application to the law officer.

“6. Seven days’ notice, at least, of the time and place
appointed for the hearing of any appeal shall be given by
the law officer’s clerk, unless special leave be given by
the law officer that any shorter notice be given.

7, Such notice shall in all cases be given to the comp-
troller and the appellant ; and, when there has been an
opposition before the comptroller, to the opponent or
opponents ; and, when the comptroller has refused fo seal
a paten$ on the ground that an application for a patent
for the same invention is pending, to the prior applicant.

¢“8. The evidence used on appeal to the law officer ghall
be the same as that used at the hearing before the comp-
troller ; and no further evidence shall be given, save as
to matters which have occurred or come to the know-
ledge of either party, after the date of the decision
appealed against, except with the leave of the law officer
upon application for that purpose.

“9. The law officer shall, at the request of either party,
order the attendance at the hearing on appeal, for the
purpose of being cross-examined, of any person, who has
made a declaration, in the matter to which the appeal
relates, unless in the opinion of the law officer there is
pood ground for not making such order.

“10. Any person requiring the attendance of a witness
for cross-examination shall tender to the witness whose
attendance is required a rcasonable sum for conduct-
money.

¢“11. Where the law officer orders that costs shall be
" paid by any party to_another he may fix the amount of
such costs, and if he shall not think fit to fix the amount
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thereof, he shall direct by whom and in what manner the
amount of such costs shall be ascertained.

““12, If any costs so ordered to be paid be not paid
within fourteen days after the amount thereof has been
so fixed or ascerteined, or such shorter period as shall be
directed by the law officer, the party to whom such costs
are to be paid may apply to the law officer for an order
for payment under the provisions of s. 38 of the Act.

“13. All documentary evidence required, orallowed by
the law officer to be filed, shall be subject to the same
requlations, in all respects, as apply to the procedure
before the comptroller, and shall be filed in the Patent
Office, unless the law officer shall order to the contrary.

“14. Any notice or other document required to be
given to the law officer’s cierk, under these Kules, may be

sent by a propaid letter through the post.”



CHAPTER V

IPPORSITION TO GRANT

By the Act of 1883, s. 11 :—

‘(1) Any person may at any time within two months

from the date of the advertisement of the acceptance of a
complete specification give notice at the Patent Office of
opposition to the grant of the patent on the ground of the
applicant having obtained the invention from him, or
from a person of whom he is the legal representative, or
on the ground that the invention has been patented in
this country on an application of prior date, or on the
ground that the complete specification describes or claims
an invention other than that described in the provisional
specification, and that such other invention forms the
subject of an application made by the opponent in the
interval between the leaving of the provisional specifica-
tion and the leaving of the complete specification, but on
no other ground.
- %{2) Where such notice is given, the comptroller shall
give notice of the opposition to the applicant, and shall,
on the expiration of those two months, after hearing the
applicant and the person so giving notice, if desirous of
being heard, decide on the case, but subject to appeal to
~ the Jaw officer. |

“(3) The law officer shallll,zif required, lear the appli-
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cant and any person so giving notice, and being, in the
opinion of the law officer, entitled to be heard in oppo-
sition to the grant, and shall determine whether the grant
ought or ought not to be made.

““(4) The law officer may, if he thinks fit, obtain the
assistance of an expert, who shall be paid such remunera-
ticn as the law ofiicer, with the consent of the Treasury,
shall appoint.”

As to joint inventors, see p. 4.

As to amendment, see p. 117.

As to appeal, see p. 108,

This s., as will be seen, allows only three grounds of
objection. The first protects the real inventor or his
estate from fraudulent appropriation (pp. 96, 134), except
in the case of importation from abroad (p. 96). The second
ground is that the invention has been previously patented
in this country (see ‘‘Novelty,” anfe, p. 83); and the
third is the claim in the complete of another invention
from that claimed in the provisional (p. 102).

It will be seen that while any one may oppose before
the comptroller, only a person * being, in the opinion of
the law officer, entitled to be heard in opposition to the
grant,” can be heard before the law officer. This will
include a person whose complete specification has been
accepted (see & 1), a prior patentee whose patent is still
subsisting, and persons claiming through or under him,
e.. an assignee or licensee,

In cases of great difficulty (e.g. of disputed scientific
anticipation) the practice is to grant the patent and sllow
the opponent to move in the regular tribunals for its
revocation. DBut where the alleged invention has been
obviously anticipated, the patent wiil not be granted ; and,
where there is doubt on the subject, a reference to the

prior patent, though expired, may be ordered to be
S
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anserted ; or the applicant may be directed to disclaim the
inventions covered by previous patents, naming them in
the disciaimer, See numerous cases on the subject in
5 R. P. C. (1888), and 6 R. P. C. (1889).

The onus lies on the prior patentee to show that a
disclaimer 1s necessary, in that the new patent” will
clearly include the invention protected by the prior
patent, or that the public will be misled by the later
specification without disclaimer—Stell’s P, (18¢1), 8 R.
P, (., 235.

On appeal to the law officer the appellant will be con-
fined to the points raised by his notice of appeal.

Applicant should furnish the law cofficer with a note of
the fees paid.

The practice on opposition to grants is laid down in
Rules 34 to 44, which are as follows :—

‘“34. A notice of oppusition to the grant of a patent
ghall be on Form D (p. 160), and shall state the ground or-
grounds on which the person giving such notice (hereinafter
in Rules 37, 38, 41 and 43 called the opponent) intends to
oppose the grant, and must be signed by him. Such notice
shall state his address for service in the United Kingdoim,
and shall be accompanied by an unstamped copy.

¢“ 35. On receipt of such notice the copy thereof shall be
transmitted by the comptroller to the applicant.

““306. Where the ground or one of the grounds of oppo-
sition 18 that the inventfion has heen patented in this
country on an application of prior date, the number and
date of such prior application shall be specafied ix the
notice,

“37. Within fourteen days after the expiration of two
months from the date of the advertisement of the accept-
ance of a complete specification, the opponent may leave -
at the Patent Office statutory declarations in support of
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his opposition, and on so leaving shall deliver to the
applicant a list thereof.

¢ 38, Within fourteen days from the Gelivery of such
list the applicant may leave at the Patent Office statutory
declarations in answer, and on go leaving shail deliver to
the opponent o list thereof, and within fourtcen days
from such delivery the oppornent may leave at the Patent
Office his statutory declarations in reply, and on so leaving
shall deliver to the applicant a list thereof. Such last-
mentioned declarations shall be confined to matters strictly
in reply.

“ Copies of the declarations mentioned in this and the
last preceding Rule may be obtained either from the
Patent Office or from the opposite party.

¢ 39. No further evidence shall be left on either side
except by leave of the comptroller upon the written con-
sent of the parties duly notified to him, or by special leave
of the comptroller on application in writing made to him
for that purpose.

“ 40, Either party making such application shall give
notice thereof to the opposite party, who shall be entitled
to oppose the application.

“4]. On completion of the evidence, or at such other
time as he may see {it, the comptroller shall appoint a
time for the hearing of the case, and shall give the parties
ten days’ notice at the least of such appointment. If the
applicant or opponent desires to be heard he must forth-
with send the comptroller an application on Form E
(p. 160). The comptroller may refuse to hear either party
who has not sent such application for hearing. If neither -
party applies to be heard, the comptroller shall decide the
case and notify his decision to the parties.

*“42. On the hearing of the case no opposition shall be
allowed in respect of any ground nof stated in the notice
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of opposition, and where the ground or one of the grounds
is that the invention has been patented in this country on
an application of prior date, the opposition shall not be
allowed upon such ground unless the number and date of
such prior application shall have been duly specified in
the notice of opposition,

““43. Where the ground of an opposition is that the
applicant has obtained the invention from the opponent,
or from a person of whom such opponent is the legal
representative, unless evidence in support of such allega-
tion be left at the Patent Office within the time prescribed
by these Rules, the opposition shall be deemed to be
abandoned, and a patent shall be sealed forthwith.

““44. The decision of the comptroller; after hearing

any party who appheq under Rule 41, shall be notified by
him' to the parties,”



CHAPTER VI

AMENDMENT OF SPECIFICATION

5. 18 of the 1883 Act prescribes the method of making
material amendments in the specification, except in cases
under sub-s, (10). The section as amended by the Act of
1888 is as follows ;=

“(1) An applicant or a patentee may, from time to
time, by request in writing left at the Patent Office, seek
leave to .amend his specification, including drawings
forming part thereof, by way of disclaimer, correction, or
explanation, stating the nature of such amendment, and
his reasons for the same. )

“(2) The request and the nature of such proposed
amendment shall be advertised in the prescribed manner,
and at any time within one month from its first advertise-
ment any person may give notice at the Patent Office of
opposition to the amendment.

“(3) Where such notice is given the comptroller shall
give notice of the opposition to the person making the
request, and shall hear and decide the case subject to an
appeal to the law officer.

. “(4) The law officer shall, if required, hear the person
making the request and the person so giving notice, and
being in the opinion of the law officer entitled to be

heard in opposition to the request, and shall determine
117
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whether and subject to what conditions, if any, the
amendment onght to be allowed.,

“(b) Where no notice of opposition is given, or the
person s0 giving notice does not appear, the comptroller
shall determine whether and subject to what conditions,
if any, the amendment ought to be allowed.

“(6) When leave to amend is refused by the comp-
troller, the person making the request may appeal from
s deeision to the law officer.

“(7) The law officer shall, if required, hear the person
making the request and the comptroller, and may make
an order determining whether, and subject to what con-
ditions, if any, the amendment ought to be allowed.

““(8) No amendment shall be allowed that would make
the specification, as amended, claim an invention suhstanti-
aily larger than or substantially different from the invention
claimed by the specification as it stood before amendment.

“(9) Leave to amend shall be conclusive as to the right
of the party toc make the amendment allowed, except In
case of fraud; and the amendment shall m all Courts
and for all purposes be deemed to form part of the
specification. |

““(10) The foregoing provisions of this section do not
- apply when and so long as any action for iniringement or
proceeding for revocation of a patent is pending,

“S. 21, Every amendment of a specification shall be
advertised in the prescribed manner.”

The Rules under this section are as follows :—

“52. A request for leave to amend a specification must:
be signed by the applicant or patentee (hereinafter in
Rules 54, 55, and 58 called the applicant), and accom-
panied by a duly certified printed copy of the original
. gpecification and drawings, showing in red ink the pro-
posed amendment, and shall be advertised by publication
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of the request and the neture of the proposed amendment
in the official journal of the Patent Qifice, and 1n such
other manner (if any) as the comptrolier may in- each
case direct. |

“53. A notice of opposition fto the amendment shall
state the ground or grounds on which the person giving
such notice (hereinafter called the opponent) intends to
oppose the amendment, and must be signed by him.
Such notice shall state his address for scrvice in the
United Kingdom, and shall be accompanied by an
unstamped copy.

54, On receipt of such notice the copy thereof shall
be transmitted by the comptroller to the applicant. -

55, Within fourteen days after the expiration of one
month from the first advertisement of the application for
leave to amend, the opponent may leave at the Patent
Oftice statutory declarations in support of his opposition,
and on so leaving shall deliver to the applicant a list
thereof. .

““56. Upon such declarations being left, and such list
being delivered, the provisions of Rules 38, 39, 40, 41,
and 44 shall apply to the case; and the further proceed-
ings therein shall be regulated in accordance with such
provisions as if they were here repeated, ante, p. 114.

“57. Where leave to amend is given, the applicant
shall, if the comptroller so require, and within a time to
be limited by him, leave at the Patent Office a new
specification and drawings as amended, to be prepared in
accordance with Rules 10, 30, and 31, ante pp. 98, 162, 103.

““58. Where a request for leave to amend is made by
or in pursuance of an order of the Court or a judge, an
official or verified copy of the order shall be left with the
request at the Patent Office.

“89. Every amendmeni of a specification shall he
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fOI‘thw;tll advertised by the comptroller in the official.
journgl of the Patent Office, and in such other manner
(if any) as the comptreller may direct.”

[As to amepdment generally, see p. 287, and s 90,
P 284 ; and yphen an action js pending, see ss. 19 and- 20,

143] |

Previous to the 1883 Act g specification could only be
amended by way of disclaimer, but now the amendment
nay h 8150 by way of “correction or explanation,” Of
COUrgg, careé Mmygt still be taken that the amended specifica-
tion Jges not gin against sub-s. 8 (anfe, p. 118); 1if 1t
does, it may he questioned in a subsequent action—Van
-G’elde,s P. (1889), 6 R. P. C,, 22; and see Kelly v.
Heagppan (1890), 45 Ch. D., 256, where an amendwment
Was approved by which the patentee claimed a ¢ combina-
fion » more clegrly than before.

A clerical grpor in o specification or other document
- Which, has become a public record may be amended by
the Jgster of Rolls on petition.
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SEALING THE PATENT

By Act of 1883, s. 12, sub-ss.
© (1) If there i3 no opposition, or, in case of opposition,
if the determination is in favour of the grant of a patent,
the comptroller shall cause a patent to be sealed with the
seal of the Patent Office.

““(2) A patent so sealed shall have the same effect as if
it were sealed with the Great Seal of the United Kingdom.

“(3) A patent shall be sealed as soon as may be, and
not after the expiration of fifteen months from the date
of application, except in the cases hereinafter mentioned ;
that is to say—

““ (@) Where the sealing is delayed by an appeal to the
law officer, or by opposition fo the grant of the patent,
the patent may be sealed at such fime as the law officer
may direct. |

“(6) If the person making the application dies before the
expiration of the fifteen months aforesaid, the patent may
be granted to his legal representative, and sealed at any
time within twelve months after the deathof the applicant.”

By the Act of 1885, s, 3, where the time has been ex-
tended for leaving and accepting the complete specification,
““p further extension of four months after the said fifteen

months shall be allowed for the sealing of the patent.”
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By s. 13, “ Every patent shall be dated and sealed as
of the day of the application : Provided that no proceed-
ings shall be taken in respect of an infringement com-
mitted before the publication of the complete specification.”

“S. 16, LEvery patent when sealed shall have effect
throughout the United Kingdom and the Isle of Man,”
See s, 36, infra, p. 145.

“S. 27. (1) A patent shall have to all intents the like
effect as against Her Majesty the Queen, her heirs and
successors, as it has against a subject.”

“(2) But the officers or authorities administering any
department of the service of the Crown may, by them-
selves, their agents, contractors, or others, at any time
after the application, use the invention for the services of
the Crown on terms to be before or after the use thereof
agreed on, with the approval of the Treasury, between
those officers or authorities and the patentee, or, In
default of such agreement, on such terms as may be
settled by the Treasury after hearing all parties interested.”

This s. only applies to patents granted after the passing
of the Act. See s. 45, sub-s. 2, ¢nfra, p. 151.

And see s. 44, p. 150, as to inventions being assigned to
the Secretary of State for War.

By s. 33, ¢ Every patent may ke in the form in the
I'irst Schedule to this Act, and shall be granted for one
invention only, but may contain more than one claim ;
but it shall not he competent for any person in an action
or other proceeding to take any objection fo a patent on
the ground that it comprises more than one invention.”

By 8. 37, “If a patent is lost or destroyed, or its non-
production is accounted for to the satisfuction of the
comptroller, the comptroller may at any time cause a
duplicate thercof to be sealed.”

Y¥or Form of patent, see p. 171.



CHAPTER VIII

THE TERM

By the Statute of Monopolies, 21 James I, ¢. 3, the term
of the monopoly was limited to fourteen years. It was
considered that, in general, the inventor would in that
time be properly rewarded for his skill, and that the
process of manufacture would be learnea by a sufficiently
large number of operatives to enable others to manufac-
ture at the end of the term.

The duration is now limited by the Act of 1883, s. 17,
and is fixed at fourtcen years from the date of the appli-
cation, but ceases on the patentes failing to make the
prescribed payments, which, together with the forms that
should be used, are set out on page 152, A certificate
of payment is granted by the comptroller (r. 48), and
registered in the Patents Register (r. 75, p. 148). I, hy
accident, mistake, or inadvertence, a patenice fails to make
a preseribed payment, the comptrolles has power to enlarge
the time for payment, by not more than three months, on
receiving the fee, not exceeding £10 (sub-s. 3).

By r. 49, “an application for an enlargement of the
time for making a prescribed payment shall state in
detail the circumstances in which the patentes, by acci-
dent, mistake, or inadvertence, has failed to make sich

payment ; and the comptroller may require the patentee to
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substantiate, by such proof as he may think necessary, the
allegations contained in-the application for enlargement.”
As to enlareement of time generally, see r. 51, p. 293.
The Court may refuse to give damages for infringement
occurring between the failure to pay and the enlargement
of time.
As to international and colonial arrangements, sce

PI- 297'
IExTENSION OF TERM

A patentee (including persons claiming through him, as
legal personal representatives, trustees, or assignees) inay,
not later than six months hefore the patent would expire,
present a petition to Her Majesty in Council, praying that
bis patent may be extended for a further term (s. 25).

The Privy Council Rules made under 5 and 6 Will, IV,
c. 83, are still in force, and are as follows :—

‘“1.. A party intending to apply by petition, under scc-
tion 2 of the said Act, shall give public notice by advertising
in the London Gazelle three times, and in three London
papers, and three times in some counfry paper published
in the town where or near to which he carries on any
manufacture of anything meade according to his specifica-
tion, or near to or in which he resides, in case he carries
on no such manufacture, or published in the county where
he carries on such manufacture, or where he lives, in case
there shall not be any paper published in such town, that
he infends to petition His Majesty under the said section,
and shall in such advertisements state the object of such
pelition, and give notice of the day on which he intends
to apply for a time to be fixed for hearing the magier of
his petition (which day shall not be less than four weeks
from the date of the publication of the last of the adver-
tisements to' be inserted in the London (azette), and that
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on or before such day notice must be given of any
opposition intended to be made to the petition; and any
person intending to oppose the said application shall
lodge notice to that effect at the Council Office, on or
before such day so named in the said advertisements, and,
having lodged such notice, shall be entitled to have from
the petitioner four weeks’ notice of the time appointed
for the hearing,

“2. A party intending {o apply by petition, under
section 4 of the said Act, shall, in the advertisements
directed to be published by the said section, give notice
of the day on which he intends to apply for a time to be
fixed for hearing the matter of his petition (which day
shall not be less than four weeks from the date of the
publication of the last of the advertisements to be inserted
in :the London Gazelte), and that on or before such day
caveats must be entered ; and any person intending to
enter a caveat shall enter the same at the Council Office,
on or before such day s¢ named in the said advertise-
ments ; and having entered such caveat, shall be entitled
to have ffom the petitioner four weeks’ notice of the time
appointed for the hearing.

“lS, 4 of the Act of Will. IV provided that if a
patentee ‘shall advertise in the London Gazette three
times, and in three London papers, and thrce times in
some country paper published in the town where or near
to which he carried on any manufacture of anything
made according to his specification, or near to or in
which he resides, in case he carried on no such manu-
facture, or published in the county where he carries on
such manufacture or where he lives, in case there shall
not be any paper published in such town, that he intends
to apply,’ etc., the petition shall be heard.]

““ 3. Petitions under sections 2 and 4 of the said Act
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must be presented within one week from the insertion of
the last of the advertisements required to be published in
the London Gazette.

4, All petitions must be accompanied with affidavits
of advertisements having been inserted according to the
provisions of section 4 of the said Act, and the first and
second of these Rules, and the matters in such affidavits
may be disputed by the parties opposing upon the hearing
of the petitions.

‘““b. All persons entering caveats under section 4 of
the said Act, and all parties to any former suit or action
touching letters-patent, in respect of which petitions shall -
have been presented under section 2 of the said Act, and
all persons lodging notices of opposition under the first
of these Rules, shall respectively be entitled to be served
with copies of petitions presented under the said sections,
and no application o fix a time for hearing shall he made
without affidavit of such service.

¢ 6. All parties served with petitions shall lodge at the
Council Office, within a fortnight after such service, notice
of the grounds of their objections to the granting of the
prayers of such petitions.

¢ 7. Parties may have copies of all papers, lodged in
respect of any application under the said Act, at their own
expense,

“8. The Registrar of the Privy Council, or other officer
to whom 1t may be referred to tax the costs incurred in
the matter of any pefition presented under the said Act,
shall allow or disallow in his diseretion all payments made
to persons of science or skill examined as witnesses to
matters of opinion chiefly.

“9, A party applying for an extension of a patent,
“under section 4 of the said Act, must lodge at the
Council Office six printed copies of the specification, and
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also four copies of the balance-sheet of expenditure and
receipts relating to the patent in question, which accounts
are to be proved on oath before the Lords of the Com-
mittee at the hearing. In the event of the applicant’s
specification not having been printed, and if the expense
of making six copies of any drawing therein contained or
referred to would be considerable, the lodging of two
copies only of such specification and drawing will be
deemed suffictent, '

“ All coples mentioned in this Rule must be lodged not
less than one week before the day fixed for hearing the
application. |

¢ The Judicial Committee will hear the Attorney-General
or other counsel on behalf of the Crown, against granting
any application nxade under either the 2nd or 4th section
of the said Act, in case it shall be thought fit to oppese
the same on such behalf.”

Any person whatsoever * may enter a caveat, addressed
to ‘the Registrar of the Council at the Council Office,
against the extension.” 8. 25, sub-s. 2.

By 1883 Act, s. 25, subs. 4, “The Judicial Com-
mittee shall, in considering their decision, have regard to
the nature and merits of the invention in relation to the
public, to the profits made by the patentee as such,; and
to-all the circumstances of the case,

“If the Judicial Committee report that the patentee
has been inadequately remunerated by his patent it shall
be lawful for Her Mgjesty in Council to extend the ferm
of the patent for a further tern not exceeding seven,
or in exceptional cases fourteen, years; or to order the
grant of a new patent for the term therein mentioned,
and confaining any restrictions, conditions and provi-
sions that the Judicial Committee may think fit.”
Sub-s, 9
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The fullest goed faith is required in stating the facts
connected with the patent in the petition.

Nature and Merits.—It will be remembered that in
order to support a patent at all, it must be useiul, Upon
application for prolongation it is necessary to show more:
it must be of exceptional merit and utility, and.in the
absence of proof of these points, extension will be refused
in spite of the fact that the inventor has been poorly
remunerated —Beanland’s P. (1887), 4 R. P. C,, 489,
The patentee must also prove that everything in reason
has been done to bring the invention to the knowledge of
the public, and generally to push its sale and dissemination.
The smeliness of sale is some evidence to disprove utility.
The committee will not enter into questions as to the
novelty of an invention, unless it is manifesily bad—
Cocking's P, (1885), 2 R. P. C,, 151 ; or unless want of
novelty 1s mentioned in opposer’s particulars of objections

—Stewart’s P, (1886), 3 R. P. C,, 7. See Churchk's P.,
¢b., p. 99.

Remuneration of Inventor.—If the smallness of the
profits has resulted from the neglect of the patentee to
push the sale of the invention, the patent will not be ex-
tended. But where a large sum has been laid out in
developing the trade, and from the nature of the case the
sales must be limited, an extension will be granted—
Stoney’s P. (1888), 6 R. P. C., 618. There are many
circumstances which in particular cases will expiain why
the inventor has not been sufficiently paid, e.g. prejudice
or unfair opposition.

“ We must ascertain,” says the Judgment in one case,
‘“ whether he has, in the eyes of men of ordinary but
enlightened understandings, judging fairly between him
and the public, had a sufficient remuneration.”

The fact that the patentee has taken out a subsequent
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patent for an improved machine, and thereby virtually
superseded the old machine, is a reason for not extending
the old patent for want of remuncration—Nussey and

Leachman’s P. (1890), 7 R. P. C., 22, |

Accounts,—The patentee should remember that the
burden lies upon him of proving his case for consideration.
He must, therefore, produce full and accurate accounts,
without which the Judicial Committee could not possibly
judge the merits of his application. The accounts should
contain every particular of income that the patentee has had
cither in selling, working the patent or licensing others to
work it ; and foreign profits must be accounted for as well
as British. Even when the foreign patents are not held
by the applicant, the profits must be shown— Newton'’s I
(1884),1 R. P. C., 177; Deacorn’s P. (1887),4R. P.C,, 118.

Of course, on the other side of the account, the patentee
may show expenses in experimenting and inventing the
patent, registering and subsequently protecting it, outlay
for manufacturing by another firm, his own remuneration,
and other expenses which may be proper in particular
instances—Willacy's Palent (1888), 5 R. P. C,, 690; in
which case, however, prolongation was refused, as the
accounts did not deal specifically with the only claim in
the specification that was held to be useful.

Where the patentee manufactures, he must bring into
accountb the profits of his factory so far as they are caused:
or increased by the possession of a monopoly ; but, on the
other haud, he is entitled to charge fair manufacturing
profit, such as any manufacturer not possessed of a mono-
poly would expeet, See Munfz's P. (1846), 2 Web,, 113,
at p. 121, The accounts must be elear and perfect when
presented, and may not afterwards be amended—Lale’s P,
(1831), A. ., 240; and they must be the result of the

books, and not of an accountant’s corrections.
9
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Conditions in the Grant.—It should be remembered
that an original invenfor is more favourscbly comsidered
than an assignee; and, where he is not applying, the
Privy Council may make his further remuneration a con-
dition of the extension of the term, though there is no
general rule to this effect.

Conditions are frequently imposed limiting the price of
the article, or the terms on which licences are to be
granted, or in favour of the Crown. In giving a new
grant of a patent first granted before the Act of 1883, the
terms in that Act with regard to compulsory licences will
not be inserted— Cocking’s Patent (1885), 2 R, P. C,, 151.



CHAPTER IX

COMPULSORY LICENCES

S. 22 of the 1883 Act cnacts that, “If, on the peti-
tion of any person interested, it is proved to the Board of
Trade that by reason of the default of a patentee to grant
licences on reasonable terms—

““(e¢) The patent ignot being worked in the United
Kingdom ; or

“() The reasonable requirements of the public with
respect to the invention cannot be supplied ; or

““(¢) Any person is prevented from working or using
to the best advantage an invention of which he is
possessed-—

*“ The Board may order the patentee to grant licences on
such terms as to the amount of royalties, security for
payment, or otherwise, as the Board, having regard to the
nature of the invention and the circumstances of the case,
may deem just, and any such order may be enforced by
niandamus.”

The procedure by mandamus is too complicated and

lengthy to he inserted here. Reference may be made to
the Crown Office Rules, 1886.

The Rules under this s. ave as follows ;—
““60. A petition to the Board of Trade for an order

upon a patentee to grant a licence shall show clearly the
131
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nature of the petitioner’s interest, and the ground or
grounds upon which he clais to be entitled to relief, and
shall state in defail the circumstances of the case, the
terms upon which he asks that an order may be made,
and the purport of such order.1

#¢61. The petition and an examined copy thereof shall be
left at the Patent Office, accompanied by the affidavits or
statutory declarations and other documentary evidence (if
any) tendered by the petitioner in proof of the alleged
default of the patentee.

“62. Upon perusing the petition and evidence, unless
the Board of Trade shall be of opinion that the order
should be at once refused, they may require the petitioner
to attend before the comptroller, or other person or
persons appointed by them, to receive his or their direc-
tions as to further proceedings uporfithe petition.

“63. If and when a primd facie case for relief has been
made out to the satisfaction of the Board of Trade, the
petitioner shall, upon their requisition, and on or before a
day to be named by them, deliver to the patentee copies
of the petition and of the affidavits or statutory declara-
tions and other documentary evidence (if any) tendered in

support thereof.
“64. Within fourteen days after the day of such

delivery, the patentee shall leave at the Patent Office his
affidavits or statutory deeclarations in opposition to the
petition, and deliver copies thereof to the petfitioner.?
“65. The petitioner, within fourteen days from such
delivery, shall leave at the Patent Offico s affidavits,
or statutory deeclarations in reply, and deliver copies
thercof to tue patentee; such last-mentioned affidavits or

declarations shall be conlined to matters strictly in reply.
¢ 66. Suhject to any further directions which the Board

. VY Forms H and H 1, p, 162, 2 Form 1, p. 164,
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of Trade may give, the partics shall then be heard at such
time, before such person or- persons, in such manner and
in accordance with such procedure as the Board of Trade
may, in the circumstances of the case, direct, but so that
full opportunity shall be given to the patentee to show
cause against the petition.”



CHAPTER X

LEGAL PROCEEDINGS

REvocaTioN

Tue following persons may present a petition for revoca-
tion of a patent (1883 Act, s. 26, sub-s. 4):—

““(¢) The Attorney-General in England or Ireland, or
the Lord Advocate in Scotland :

“(b) Any person authorised by the Attorney-General
in England or Ireland, or the Lord Advocate in Scotland :

“(¢) Any person alleging that the patent was obtained
in fraud of his rights, or of the rights of any person
under or through whom he claims :

‘“(d) Any person alleging that he, or any person under
or through whom he claims, wus the true inventor of uny
invention included in the claim of the patentee :

‘““(e) Any person alleging that he, or any person under
or through whom he claims an interest in any trade, busi-
ness or manufacture, had publicly manufactured, used
or sold, within this realm, before the date of the patent,
anything claimed by the patentee as his invention.”

““(5) The plaintiff must deliver with his petition par-
ticulars of the objections on which he means to rely, and
no evidence shall, except by leave of the Court or a
judge, be admitted in proof of any objection of which

particulars are not so delivered.
134
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“(6) Particulars delivered may be from time to time
amended by leave of the Court or a judge. -

“(7) The defendant shall be entitled to begin, and
rive evidence In support of the patent, and if the plaintift
gives evidence impeaching the validity of the patent the
defendant shall be entitled to reply.

“(8) Where a patent has been revoked on the ground
of fraud, the comptroller may, on the application of the true
inventor made in accordance with the provisions of this
Act, grent to him a patent in lieu of, and bearing the
same date as the date of revocation of the patent so
revoked, but the patent so granted shall cease on the
expiration of the term for which the revoked patent was
granted.”

By s. 109, proceedings in Scotland are to be *“in the
form of an action of reduction at the instance of the
Lord Advocate, or at the instance of a party having
interest with his concurrence, which concurrence may be
given on just cause shown only.”

The petition should be based on fraud, absence of
novelty or utility, improper conduct or dealing by the
patentec after the granting of the patent, variance be-
tween the specifications, imperfections in the specifica.
tions, ete. Non-disclosure of the fact that the invention
was & communication from abroad will not be ground per
se for revocation—Avery’s Patent (1887), 4 R. P. C., 322,
A person qualified to petition in his own right may also
rely on objections for which otherwise the authorisation
of the Atforney-General would have been necessary—
Morgan’s Patent (1888), 5 R. P. C., 186.

The petition must be by one of the persons mentioned
In the Act, In person, and not by his attorney appointed
under a power of attorney.

The Attorney-General’s authority may be obtained by
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leaving the proper papers, addressed to the Patent Clerk,
Room 549, Roysl Courts of Justice, London.

Particulars of what should be stated in the memorial,
and declaration of the form of the documents, and of

the fees, will be given in response to a communication
addressed to the Patent Clerk.

INFRINGEMENT

The limits of this book will not allow of much more
than printing the sections of the Act of 1883, which refer
to legal proceedings. A very few notes are added. 8. 28
gives power to the Court, and obliges it, on request of
either of the pmties, to hear the case with an assessor.

S, 29, “(1) In an action for infringement of a patent
the plaintiff must deliver with his statement of claim, or
by order of the Court or the judge, at any subsequent
time, particulars of the breaches complained of,

“(2) The defendant must deliver with his statement of
defence, or, by order of the Court or a judge, at any
subsequent time, particulars of any objections on which
he relies in support thereof.

“(3) If the defendant disputes the validity of the
patent, the particulars delivered by him must state on
what grounds he disputes it, and if one of those grounds
is want of novelty must state the time and place of the
previous publication or user alleged by him.

““(4) At the hearing no evidence shall, except by leave
of the Court or a judge, be admitted in proof of any
alleged infringzement or ohjection of- which particulars are
not so delivered. |

“(b) Particulars delivered may be from time to time
amended, by leave of the Court or a judge.

“(6) On taxation of costs regard shall be had to the
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particulars delivered by the plaintiff and by the defend-
ant; and they respectively shall not be allowed any
costs in respect of any particular delivered by them unless
the same is certified by the Court or a judge to have been
proven, or to have been reasonable and proper, writhout
regard to the general costs of the case.”

By 8. 43, the use of a patented invention in a foreign
vessel within .ue jurisdiction is permitted, provided it is
not used *for or in connection with the manufacture or
preparation of anything intended to he sold in or exported
from the United Kingdom or Isle of Man.” This per-
mission is contingent on reciprocal treatment of British
ships in the waters of the country to which the vessel
belongs, if such country possesses patent laws.

The intention to infringe is not material; it 1s no
defence for an infringer to say he did mot know or did
not intend to infringe. An innocent man is liable, and
so are his employés,

Particulars.-—DBoth plaintiff and defendant must give
all material details in their particulars, and the defendant
specially may be seriously prejudiced if he omits this
precaution,

Plaintiff should give specific instances of breach, as well
as a general allegation—2%lghman's Co. v. Wright (1884),
1 R. P. C, 103. These should be in a separate docu-
ment, but it is sufficient if they are in the statement of
claim—Petman v. Bull (1886), 11 App. Cas., 648. Plaintiff
must state which of the claims in his specification he
alleges to have been infunged—Haslam & Co. v. Hall
(1887), 20 Q. B. D., 491; but in a simple case a more
general allegation of infringement may be sufficient.

If defendant objects to plaintift’s specification, he must
specify the parts objected to and the grounds of objection.
So, too, 1f he objects on the ground of novelty, he must
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give particulars of anticipation, pointing cut not merely
time and place, but “what the alleged anticipation is,
and where it is to be foundq,” what parts of the patents
and specifications relied on were anticipations, and what
parts of such specifications were claimed by the plaintiff’s
specification. In all but simple cases, the pages and lines
should be referred fo.

When the defendant relies on the state of public know-
ledge previous to the alleged invention, he should do so
in general terms, and prove his allegation at the hearing
—Holliday v. Heppenstall (1889), 41 Ch. D., 109 ; Fouwler
v. Gaul (1886), 3 R. P. C,, 247, ete. It is sufficient if
particulars of objections are delivered by one only of
several defendants, if they are defending in the same
interest— Cropper v. Smith (1885), 10 App. Cas., 249.

There is no infringoment of a * combination” patent,
unless all the essential and characteristic features of the
combination are used—Guwynne v. Diysdale § Co, (1886),
Dec. Ct. Ses,, 4th Ser., xiii., p. 684, 3 R. P. C., 65; but
a different method of combining the same elements may
be an infringement, under the doctrine of ** mechanical
equivalents ”—2Moore v. Thomson (1890), 7 R, P. C., 325 ;
and see Miller & Cv.v. The Clyde, efe.(1891),8 R.P.C., 198.

Where a patent is confined to substance or mechanism,
as used for specinl purpose, it is not infringed by user of
the same substance or mechanism for a dissimilar purpose
—Flelcher v. Glas:» Gas Commissioners (1887), 4 R. P.
C., 386 ; Edison & Co. v. Holland (1888), 5 R. P. C., 459,

The mere taking out of a patent is no infringement, if
the patentee does not act under it—Tweedale v. Ashworth

(1890), 7 R. P. C., 426.

N.B.—1It has not been thought advisable, in an elementary book of this
description, to insert particulars of cases on infringement, the tendency
of which might be to mislead a person desirous of ¢ sailing near the wind.”
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I'he Relief.—The plaintiff should, as a general rule, ask
for (1) an injunction to prevent the defendant continuing
his infringements ; (2) damages—sece American Braided
Wire Co, v. Thomson (1890), 7 R. P. C., 152—-ov, in the
alternative, an account and payment of the profits made
by defendant.

The ordinary principles govern the Court in granting
or withholding injunctions, See Kerr on *Injunctions.”

Generally speaking, in order to obtain an interlocutory
injunction, the plaintiff must be prempt in applying.
But in any case it is wise to apply for it 1n order fto
protect the patent during the pendency of the action.
The plaintiff must prove either a good primd fucie case of
infringement, or that the defendant clearly intends to
infringe. An interim injunction will be granted without
previous notice to defendant in a very pressing case.

Long enjoyment of a patent affords good ground for
granting an interlocutory injunction—Rothwell v. Kiny
(1886), 3 R. P. C., 379, and so does the fact that the
patent has been upheld in a previous action— United
Teleplone Co. v. St. George (1886), 3 R. P. C., 33.
Where the defendant shows 2 primd facie case that the
plaintiff’s patent is bad, the Court may refuse an inter-
locutory injunction upon the defendant undertaking to
keep accurate accounts of his sales—Jackson v, Needle
(1884), 1 R. P, C., 174.

Mere possession of infringing articles without user or
rale of them will expose the possessor to an injunction—
United Telephone Co. v. Sharples (1885), 29 Ch. D., 164 ;
and so, it seems, will importation by a steamship com-
pany, to the order of consignees— Washburn v. Cunard Co.
(1889), 6 R. P. C,, 398.

The plzaintiff cannot have both damages and the profit
made by defendant. He must choose one or the other at
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the hecaring. If he asks for an account, he can only
obtain the profits actually made by the defendant, which
may have been little or nothing. If they are likely to
have been small, he should demand damages instead. A
defendant, who has to account for profits, must show his
profits previous to infringement as well as after, so that
the two may be compared—Siddell v. Vickers (1889),
6 R. P. C,, 464.

The certificate mentioned in s. 29, sub-s. 6, should be
asked for at the trial, or at the cost of the applicant
within a reasonable time after. It will not be given if
the action is discontinued before trial, nor where the case
is disposed of without hearing the defendant on his
objections, Where a defendant succeeds in getfing an
adverse decision reversed in the House of Lords, he
should apply for the certificate to the judge who heard
the case—Morgan v. Windover (1890), 7 R. P. C., 446.

The Court has jurisdiction to order the offending
articles to be destroyed or delivered to the plaintiff,

By s. 30, “In an action for iniringement of a patent,
the Court or a judge may, on the application of either
party, make such order for an injunction inspection or
account, and impose such terms and give such directions
respecting the same and the proceedings thereon as the
Court or a judge may see fit.”

See books on the Judicature Acts, for further informa-
tion as to inspection, interrogatories, discovery, ete.

S. 31. “In an action for infringement of a patent, the
Court or a judge may certify that the validity of the
patent came in question ; and if the Court or a judge so
certifies, then in any subsequent action for infringemnent,
the plainfiff in that action on obtaining a final order or
judgment in his favour shall have his full cosfs, charges
and expenses &8s between solicitor and client, unless the
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Court or judge trying the action certifies that he ought
not to have the same.”

This certificate can only be given to a patentee, and
only where the question of validity was actually tried in
Court.

There is no appeal from the decision of a judge to give
or withhold a certificate,

Threats.—By s. 32, ¢ Where any person claiming to
be the patentee of an invention, by circulars, advertise-
ments or otherwise threatens any other person with any
legal proceedings or liability in respect of any alleged
manufacture, use, sale or purchase of the invention, any
person or persons aggrieved thereby may bring an action

continuauen «+{ such threats, and may recover such damage
(if any) as may have been sustained thereby, if the
alleged manufacture, use, sale or purchase to which the
threats related was not in fact an infringement of any
Jegal rights of the person making such threats: Provided
that this section shall not apply if the person making
such threats with due diligence commences and prosccutes
an action for infringement of his patent.”

This s affords a ready method of obliging a patentee to
substantiate his threats by an action founded on his
patent, under penalty of being enjoined by the Court to
desist from threatening, and to pay costs, .. The plaintiff’
should prove by aifidavit that he is not in fact infringing
defendant’s patent (although it is not absolutely neces-
sury for him to do so when applying for an interlocutory
injunction), and if he seeks damages, that he has been
damnified.

1f the threatener commences and prosecutes an action
for infringement with due diligence, the first plaintiff’s
right of continuing his action is taken away, except that
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he will be entitled to his injunetion if he succeeds in his
defendant’s action, and for this result his motion will be
ordered to * stand over” until the hearing of the second
action. But this would not prevent the plaintiff pro-
ceeding with his action, so far as it claims other relief
than is given by this section, e.g. for damages for defama-
tion of title with the proper allegations thereto belonging.
An action for royalties by a licensor against his licensce
who 18 using a rival patent stops the action for threats—
Day v. Foster (1890), 7 R. P. C., 54. So does an un-
guccessful action, if bond fide—Colley v. Hart (1890),
7 R. P. C, 101. The injunction will not be granted
ex parte—Wilson v, Church Engincering Co. (1885),
2 R. P. C, 175 ; nor will an interlocutory injunction be
granted where there is a conflict of testimony as to
infringenienf, nor when the balance of eonvenience forbids.

It was held in Challender v. Royle (1887), 36 Ch. D.,
4258 ; lst, that the action for infringement contemplated
by 8. 32 includes an action against any person threatened,
whether the same as the party-asking for an injunction
or not ; 2nd, that the time of issiing the threats is the time
for consideration in ascertaining whether the action has
been brought with due diligence, Amn action by a patentec
who has agreed to assign to the threatener does not stop
the action for threats-—Aensington, efc., Co. v. Lane Foz,
ete., Co. (1891), 2 Ch., 573.

Threats by solicitor’s letter are within the section—
Day v. Foster (supra). As to what is *“due diligence,”
each case must be decided by 1ts own circumstances.

Of course ncithier pariy to an action may issue cir-
culars, cte., whick tend to prejudice the fair hearing of
the action, or £ne opinion of customers, or the public with
regard to the merits.

Apart fror 32, a right of action for damages exists
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against any one who falsely, maliciously, and without
probable cause sintes that the plaintiff is infringing his
patent or makes any other defamatory statement to
the detriment of the plaintiff in his business, but
this case no injunction will be granted—Colley v. Hart
(supra).

It seems that in an aclion under this section the
validity of the defendant’s patent may be questioned}
also that the threats aimed at are threats relating to past
acts only. A circular warning against infringement
generally and not specifically refeiring to the plaintiff,
: does not appear to be within the section.

Amendment pending Proceedings.—By s, 19 of the 1883
Act :—

“(1) In an action for infringement of a patent, and in
a proceeding for revocation of a patent, the Court ot a
judge may at any time order that the patentee shall, sub.
ject to such terms as to costs and otherwise as the Court
or & judge may impose, be at liberty to apply at the
Patent Office for leave to amend hiz specification
by way of disclaimer, and may direct that in the
meantime the trial or hearinge of the action shall be
postponed.”

By s. 20, “Where an amendment by way of disclaimer,
correction, or explanation has been allowed under this
Act, no damages shall be given in any action in respect
of the use of the invention before the disclaimer, correc-
tion, or explanation, unless the patentee establishes, to
the satisfaction of the Court, that his original claim was
framed in good faith and with reasonable skill and
knowledge,”

If the liberty is given, the patentec must proceed to
amend according to s, 18 («upra, p. 117) 5 and sce In re
Hall (1888), 21 Q. B. D, 137, which decides that liherty
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given in one proceeding is enough, notwitllstsmding that
others are pending.

The terms imposed on the applicant are generally
severe, including the payment by him of the costs of the
action up to and occasioned by the disclaimer, and the
foregoing of all claim te damages for infringement pre-
vious to disclaimer.

And see Gaulard v. Lindsay (1888), 38 Ch. D., 38,
and cases there cited, and Lang v. Whitecross Wire Co.
(1890), 7 R. P. C,, 389. Drawings may be added by
amendment.

As to disclaimer pending proceedings for revocation,

see Goulard & G'ibb’s Patent (1888), 5 R. P. C., 189,
- An action for infringement is no longer * pending”
after judgment has been delivered, In spite of an appeal
having been entered—Cropper v. Smiih (1884), 1 R. P. C,,
254.
As to who 18 a patentee, see s, 64, p. 80.

N.B,—As to clerical or immaterial amendments, see infra,
s. 01, p. 287,



CHAPTER XI

REGISTER AND ASSIGNMENT OF PATENTS

By the Act of 1883, s. 23, sub-ss.

‘“(1) There shall be kept at the Patent Office a book
called the Register of Patents, wherein shall be entered
the names and addresses of grantees of patents, notifica-
tions of assignments and of transmissions of patents, of
licences under patents, and of amendments, extensions,
and revocations of patents, and such other matters affect-
ing the validity or proprietorship of patents as may fron
time to time be prescribed.,

““(2) The Register of Patents shall be primd facie
evidence of any matters by this Act directed or authorised
to be inserted therein.

“(3) Copies of deeds, licences, and any other documents
affecting the proprietorship in any letters-patent or in any
licence thereunder, must be supplied to the comptroller
in the presceribed manner for filing in the Patent Office.”

S. 36. ‘“A patentee may assign his patent for any
place in or part of the United Kingdom, or Isle of Man,
as effectually as if the patent were originally granted to
extend to that place or part only,” See s, 16, supra, p.
122, ~
See s. 8D as to “Trusts,” p. 283 ; and generally s. 87,

p. 283 ; and as to ‘“inspection,” p. 284, ss. 88, 89,
10
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The case of Heap v. Hartley (1883), 42 Ch, 1., 461,
is an important decision under this section. It was there
held that a licence which, though exclusive, did not
amount to an assienment, could not entitle the licensee to
bring an action for infringement in his own name. It
was also held that a purchaser of the invention from the
patenfee, having no knowledge of the licence, was not
liable to an action, and (in the Court below) that the
registration of the licence was not sufficient to inform the
purchaser of the licence having been granted.

Where an agreement is made by B with A for valuable
consideration, that he will make and sell a patented
machine and use his best endeavours to develop the sale,
all future improvements, whether invented by A or B, to
belong to tho patent,—A is entitled to bring an action
against B for seclling the machine with improvements.
Although the new machine might not be an infringement
of the older patent, still, the object of the machines being
the same, it was an “‘improvement ” within the meaning of
the agreement, The plaintiff was held entitled either to
royalties or damages for breach of agreement to develop
the sale——Wilson v. Barbour (1888), 6 R. P. C., 675.

On breach of the terms and conditions contained in'it,
a licence may be determined by the licensor by notice in
writing— Ward v. Livesey (1888), 5 R. P. C,, 102,

The owner of a patent who grants a licence does not
thereby warrant that the patent is unimpeachable. The
licensee, however, cannot impeach the patent except in o
clear case of fraud. See M‘Dougall v. Partington (1890),
7 R. . C., 216.

As a rule, documents of carlier date than the patent
will not he entered on the register.

The following are the Rules regulating registration :—

67, Upon the sealing of a patent the comptroller shall
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cause to be entered in the Register of Patents the name,
address, and description of the patentee as the granteeo
thereof, and the title of the invention,

“68. Where a person becomes entitled to a patent or to
any share or interest therein, by assignment -either
throughout the United Kingdem and the Isle of Man,
or for any place or places therein, or by transmission or
other operation of law, a request for the entry of his name
in the register as such complete or partial proprietor of
the patent, or of such share or interest therein, as the case
may be, shall be addressed to the comptroller, and left at
the Patent Office.l

“69. Such request shall, in the case of individuals, be
made and signed by the person requiring to be registered
as proprietor, or by his agent duly authorised to the satis-
faction of the comptroller, and in the case of a body
corporate by their agent, authorised in like manner.

“70. Every such request shall state the name, address,
and description of the person claiming to be entitled to
the patent, or to any share or inferest therein, as the case
may be (hereinafter called the claimant), and the particulars
of the assignment, transmission, or other operation of law,
by virfue of which he requires to be entered in the register
as proprietor, o as to show the manner in which, and the
person or persons to whom, the patent, or such share or in-
terest therein asaforesaid, has been assigned or transmitted.

“71. Every assignment and every other document con-
taining, giving efiect to, or being evidence of, the trans-
mission of a patent, or affecting the proprietorship thereof
as claimed by such request, except such documents as are
matters of record, shall be produced to the comptroller,
together with the request above prescribed, and such other
proof of title as he may require for his satisfaction.

Form L, p. 164.
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“ As to a document which is a matter of record, an official
or certifind copy thereof shall in like manner be produced
to the coiaptroller.

“72. There shall also be left with the request an
attested copy of the assignment or other document above
required to be produced.

‘“ As to a document whicl is a matter of record, an official
or certified copy shall be left with the request in lieu of
an attested copy.

“73. A body corporate may be registered as proprietor
by its corporate name.

“74. Where an order has been made by Her Majesty
in Council for the extension of a patent for a further term
or for the grant of a new patent, or where an order has
been made by the Court for the revocation of a patent or
the rectification of the register under s. 90 of the Act of
1883, or otherwise affecting the validity or proprietorship
of the patent, the person in whose favour such order has
been made shall forthwith leave at the Patent Office an
office copy of such order. The register shall thereupen
be rectified or the purport of such order shall otherwise
be duly entered in the register, as the case may be.l

“75. Upon the issuec of o certificate of payment under
Rule 48, the comptroller shall cause to be entered in the
Register of Patents a record of the amount and date of
payment of the fee on such certificate.

“76. If o patentee fails to make any prescribed pay-
ment within the preseribed time or any enlargement
thereof duly granted, such failure shall be duly entered
in the register. |

“77. An attested copy of every licence granted under
a patent shall he left at the Patent Office by the licensee,
with a request that a notification thereof may be entered

! Form S, p. 169,
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in the register. The licensee shall cause the accuracy of
such copy to be certified as the comptroller may direct,
and ths original licence shall at the same time be produced
and left at the Patent Office if required for further
verification.? |

“78. The Register of Patenis shall be open to the
inspection of the public on every week day between the
hours of ten and four, except on the days and the times
following :—

“(@) Christmas Day, Good Friday, the day observed
as Her Majesty’s birthday, days observed as days of public
fast or thanksgiving, and days observed as holidays at the
Bank of England ; or

“(b) Days which may from time to time be notified by
a placard posted In a conspicuous place at the Patent
Office ;

‘“(c) Times when the regisier is required for any
purpose of official use.

“79. Certified copies of any entry in the register, or
certified copies of, or extracts from, patents, specifications,
disclaimers, affidavits, statutory declarations, and other
public documents in the Patent Office, or of or from
registers and other books kept there, may be furnished by
the comptrolier on payment of the prescribed fee,”

¥ Form M, p. 165,
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MISCELLANEOQUS

In accordance with s, 40, the comptroller publishes every
week the fllustrated QOficial Journal (Pafents); he also
keeps on sale back numbers, complete specifications and
drawings of patents in foree, and indexes, abridgments of
specifications, catalogues, etc.

There are many places in the United Kingdom and
abroad where a complete set of the publications of the
Patent Office is reccived, and many more where abridg-
ments of specifications only are received. A list of these
places can be obtained from the Patent Office, 25 Cursitor
Street, Chancery Lane, 1..C.

The Patent Museum is now controlled and managed by
the Depariuaent of Science and Art, s. 41, which may
require any patentee to furnish models on payment of the
cost thereof. S. 42,

S. 44 enables an ‘‘inventor of any improvement in
instruments or munitions of war” to assign the same and
any patents therefor to the Secretary of State for War,
who may certify to the comptroller his opinion that the
invention should be kept secret, in which case the appli-
cation, specifications, cte., must be delivered to the comp-
troller in a sealed packet. This may only be shown or
handed to a person authorised in writing by the Secretary
of State. He may waive the benefit of this section with

respect to any particular invention,
150
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PATENTS EXNISTING AT PASSING OF 1883 Acrt

By s. 45 ¢(1) The provisions of this Act relating to
applications for patents and proceedings thereon shall have
effect in respect only of applications made after the com-
mencement of this Act.

‘““(2) Every patent granted before the commencement
of this Act, or on an application then pending, shail
remain unaffected by the provisions of this Act relating to
patents binding the Crown, and to compulsory licences.

““(3) In all ofther respects (including the amount and
time of payment of fees) this Act shall extend to all
patents granted before the commencement of this Act, or
on applications then pending, in substitution for such

enactments as would have applied thereto if this Act had
not been passed.”

Li1sT OF FEES PAYABLE ON AND IN CONNECTION WITH
LiTTERS-PATENT

Up to Sealing
1. On application for provisional pro-
tection . . .£1 0 0
2. On filing complete QpLClﬁC&thﬂ . 3 0 0
or —_—— £4 0 0
3. On filing complete specification with first
apphcatlon . 4 0 O
4. On appeal from comptmllm to law officer. By
appellant . . 3 0 O
5. On notice of opposition to ﬂmnt of patunt By
ponent . 010 0O
6. On ﬂlearmg by cumptroller. B} apphcant and
opponent respectively . : . 1 6 0
7. 011 a.pp ication to amend specification :—
Up to sealing. By applicant . : . 110 0
8.  After sealmﬂ' By patentee : . 3 0 0
9. On notice of ﬁppomlon to amendment. By

opponent . 010 0O .

10. On hearing by comptml]er By apphcant and

by G{)ponent respectively . 1 0 O
11. On application to amend speclﬁcatwn dmmrr

action or proceeding. By patentee . . 3 00
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12,
13.
14.

16.

17.
18.
19.
20,
21.
22.
23.
24,
29.

26.
21.
28.

29.

30.
31.

32.
33.

34.
39.
J6.
37.

38.
39,

PATENTS

On application to the Board of Trade for a
compuleory licence. By person applying .

On opposition to grant of compulsory licence.
By patentee

On certificate of renewal : —
Before end of four years from date of patent

Before end of seven years, or in the case of
patents granted under the * Patents, De-
signs, and Trade Marks Act 1883,” before
the end of eight years froin date of patent

Or in lieu of the fees of £50 and £100, the

ibllowing annual fees :—-

Beforetheexpirationofthedth yearfromthedate

of the patent

”n B 5t]l ) ¥ '
" T Gth " '
7 L), TLII' b 1!
7 " 8tl 1" "
” ) Oth D 1
' " IOth " ’”
T % 11th TRNY
" b lgtll » b}

' 13th ,

7 ? 13 *
On enlargement of time for payment of renewal
fees :—

Not exceeding one month
'’ two months :
' three months . : :

4

For every entry of an assignmment, transmission,
agreement, licence, or extension of patent .
For duplicate of letters-patent . . each
On notice to comptroller of intended exhibition
of a patent under s. 33 : .
Search or inspection fee . : \ . each
IFor office copltes . .  every 100 words
(but never less than one shilling)
' of drawings, cost according to
agreenient.

For cirtifying office copies MSS. or printed,
each . . . C . :
On request to comptroller to correct a elerical
error . : . « . uptosealing
after sealiny

For certificate of comptroller under s. 96
For altering acdress in register S
For enlargement of time for filing complete

specification not exceeding one month

£5
b
50

100

10
10
10
10
15
15
20
20
20

= N e I @ NNO CO~IW

o OO O -

CLCOOOCOoOOTOO

-o OO0 COoO2

o

- Gt St O O

SR LOOoOOO0

B 00 OO0 OO0
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40. For enlargement of time for acceptance of
complete specification—

Noyexceedingonemonth . . . £2 0 O
' two months 4 0 O
. three months 6 0 O
Fonis
A.—Form of application for patent.
Al—,, ' ‘s communicated from abroad.
B.— |, provisional specification.
Co— complete '
D.— ,,  opposition to grant of patent.
E.— ,  application for hearing by comptroller.
I.— ,,  application to amend specification or drawings.
Go— opposition to amendment of specification or
drawings.
H.— ,,  application for compulsory grant of licence.
Hi.—,  petition for compulsory grant of licences.
L— ,,  opposition to compulsory grant of licence.
J.— ,,  application for certificate of payment or renewal.
K.— application for enlargement of time for payment
of renewal fee.
L.— ,,  request to enter name upon the register of patents.
M.— ,,  request to enter notification of licence in register.
N.— ,,  application for duplicate of letters-patent.
O.—~ ,  notice of intended exhibition of unpatented
invention, .
P.— ,,  request for correction of clerical error.
Q— certificate of comptroller. .
R.— ,,  notice for alteration of an address in register.
S.—~ ,  application for entry of order of Privy Council
1n register.
T.— ,,  appeal to law officer. )
U.— ,,  application for extension of time for leaving a
complete specification.
V.— ,  application for extension of time for acceptance

of complete specification.

N.DB.—As to where these Forms may be obtained, see p. 317,
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SECOND SCHEDULE
Patent, Designs, and Trade Marks Acts 1883 to 1888
PATENT. Form A (p. 98)

To be accompanied by two copies of Form B
or of Form C

APPLICATION FOR PATENT

(a) Here insert a
name and fallid- ( )
dress and calling
of applicant or

applicants. dO here]j}r dec]ﬂ]‘e t,ha,t, in POSSGSSiOH Of an
(" Here insert 1nvention the title of which is (0)
titleofinvention,

(¢) In the case
of thore than onhe that (G)

applicant, state the true and first inventor thereof ; and that the
whether all, or if : : ' "
not, wh is or are SHINC 1S not 1 use by any other person or persons to
%hr' inventor or the best of knowledge and belief ; and
HYCHEOTS. humbly pray that a patent may be granted to for
the said invention.
Dated day of 18
(<)) To ba sign- (J )

ed by applicant
ar applicants.

Inthe case of s
Firm, each moem.
her of the Firin
niast gign,

Note.—Where application is made through an agent

(Rule 8), the authorisation should be signed by the
applicant or applicants.

To the Comptroller,
Patent Oifice, 25 Southampton Buildings,
Chancery Lane, Loudon, W.C.

For the convenience of applicants, suggested forms
of authorisation to an agent and statement of address
respectively are printed below.

(1.) Where application is made through an Agent
(Rule 8)
hereby appoint
of

to act as agent 1n respect of the within appli-
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cation for a patent, and request that all notices,
requisitions, and communications relating thereto may
be sent to such agent at the above address.

day of 18

* * To be signed
by applicant or
applicants.

(2.) Where application is made without an Agent
(Rule 9)
hereby request thai all notices, requisitions,
and communications in respect of the within appli-

cation may be sent to
at

day of 18

t t To be signed
hy applicant or
applicants.

Patents, Designs, and Trade Marks Acts 1883 1o 1888 |
¥Form A1 (p. 98)

To be accompanied by two copies of Form B :
or of Form C | i

PATENT.

APPLICATION FOR PATENT FOR INVENTION COMMUNI-
CATED FROM ABROAD

(a) Here insert
L (a) m;m)e and full
Of ill the address and call-

_ ing of applicant.
county of do herehy declare
that I am in possession of an invention the title of

which 1s () (b) Hero fnsert
titleofinvention.

which invention has been communicated to me by (¢) () Here insert

name, address,
and calling of
. . , . commuuicant,

that I claim to be the true and first inventor thereof ;

and that the same is not in use within the United
Kingdom of Great Britain and Treland and the Isle of
Man by any other person or persons to the best of my
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knowledge and belief ; and I humnbly pray that a patent
may be granted to me for the said invention.

Dated day of - 18
(d) Tobesigned d
bydgipplicﬂnt or ( )
applicants,

NoTeE.—Where application is made through an agent
(Rule 8), the authorisation should be signed by the
applicant or applicants. |

To the Comptroller,

Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C,

For the convenience of applicants, suggested forms
of anthorisation to an agent and statement of address
respectively are printed below,

(1.) Where application is made through an Agent

(Rule 8)
hereby appoint
of
to act as agent in respect of the within appli-

cation for a patent, and request that all notices,
requisitions, and communications relating thereto may
be sent to such agent at the above address.

day of 18

* To be signed *

by applicant or
applicants.

(2.) Where application is made without an Agent
(Rule 9)

hereby request that all notices, requisitions,
and communications in respeet of the within applica-
tion may be sent to
at

day of 18

t To be signed T
by applicant or -
applicants,
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Patents, Designs, and Trade Marks Acts 1883 to 1888 i~ T
ForM A 2 (pp. 98, 300) |

PATENT.
APPLICATION FOR PPATENT UNDER INTERNATIONAL AND
ColONIAL ARRANGEMENTS * —
(a) Here insert
(a) unme and fall

nddress and call-
ing of applicant,
or of each of the

applicants.
do hercby declare that I (or we) have made foreign
applications for protection of my (or our) invention of
(0) (1) Here ingert
. . . . titleofinvention,
in the following foreign States and on the following "o "veruer
official dates, viz.: (¢) (c) Here insert
the namesof each
Foreign 8tate fol-

lowed Dby the
official date of
the application
in each respect.
OWI1lT DI 1 S510118 ¢ 1l Lie
and in the following British Possessions and on the VI

following official dates, viz. : (d) (d) Here insert
thenames of each

British Posses-
frion followed by
the officinl date
. oftheapplication
in each respect.

That the said invention was not in use within the vél¥:
United Kingdom of Great Britain and Ireland and the
Isle of Man by any other person or persons before the

(€) en official date
to the best of - knowledge, information, and belicf, of the  earliest
and humbly pray that a patent may be granted to {?ﬂrﬁ{gn applica.

for the said invention in priority to other appli-
cants, and that such patent shall have the date (f) (/) lere insert
1e official date

of the earliest
forcign applica.
tion,

( (9) Signature of

(J) npp}icant or of
each of appli-
cants,

To the Comptroller,
Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C.
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To be issued with Form A, A 1, or A 2
Patents, Designs, and Trade Marks Acts 1883 to 1888

ForM B (p. 99)

PROVISIONAL SPECIFICATION
(To be furnished in Duplicate)

(«¢) Here insert (a)
title us in de.
clarntion.

(b) Here insert ()
name and  full
address and call-
ing of applicant
or applicants gy
in declaration,

do herehy declare the nature of this invention to be as

(¢) Here insert follows :—(c)
shaort deseription
of invention,

No1E.—No stamp is required on this document,
which must form the commencement of the provisional
specification ; the continuation to be upon wide-ruled
foolscap paper (but on one side only) with a margin of
two Inches on left hand of paper. "The provisional
specification and the ‘““duplicate” thereof must be
signed by the applicant or his agent, on the last sheet,
the date being first inserted as follows:

Dated this day of 18

To the Comptroller,
Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C,
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Patents, Desiqns, and Trade Marks Acts 1883 to 1833

Where provisional PATENT.
specification has been

lL‘ﬁ, [iuom No. and _ FOR'M C

date.
No. — I

Date
' CompLETE SeeciFicatioN (p. 100)
(To be furnished in Duplicate——one unstamped)

(a) | (a) Heve insert
title as in du-

claration.
(b) (b) Here insert

name and full
address and call-
ing of applicant
or applicants as

PR : . declaration.
do hereby declare the nature of this invention and in in

what manner the same i1s to be performed, to be par-
ticularly described and ascertained in and by the

following statement :

(C) (c) Here insert
full description
of invention,
which must end
with a distinct
stalement of
claim or claims,
tn the jfollowing
Jorm ;—

‘* Having now
particularly de-
scribed and
ascertanined the
nature of my
said Invention,

T s : _and in what
Nore.—~This document must form the commence- 2o 8 o W

ment of the complete specification; the continuation is to bve per-
to be upon wide-ruled foolscap paper (but on one side fut what 1ol
only), with a margin of two inches on left hand of is
paper. The complete specification and the ¢ dupli-

cate” thereof must be signed by the applicant or his * 4.,

GO b

agent, on the last sheet, the date being first inserted as state
follows: distinetly
W8 . . the features
Dated this day of 18 of novelty
claimed.)

To the Comptroller,
Patent Oflice, 25 Southampton Buildings,
Chancery Lane, London, W,C, (p. 98).
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I ] atents, Desiyns, and Trade Marks Acts 1883 fo 1888

PATENT. | Fory D (p. 114)

* Form or OpposiTioN TO GRANT or PATENT
(To be accompanied by an unstamped copy)

» Hero  stute  * ] |
name and full }oreby give notice of my intention to oppose the grant
of letters-patent upon application No, of
, applied for by

t Here state unpon the eround +
upon which of P ©

the grounds of
opposition per-

mitied by section
11 of the Act the

grant is opposed.

{ Here insert 3 4
signature of op- . (blgned) +
poneitt, To the Comptroller,

Patent Office, 25 Southam J»ton Bulldlngs,
Chancery Lane, London, W.C

* Patents, Designs, and Trade Marks Acts 1883 to 1888
Form E (p. 115)

PATENT. ‘

-F

| Forym oF AprprLicaTioN For HEARING BY THE
‘ ~ CoMPTROLLER

In Cases of Refusal to Accept, Opposition or Applica-
tions for Amendments, ete.

SIR,

(2) Here {ngert of (a)
hddress. hereby apply to be heard in reference to

and request that I may receive due notice of the day
fixed for the hearing.

Sir,
Your obedient Servant,

e

To the Comptroller,
Patent Office, 25 Southampton Bulldmgs
Chuncery Lane, London, W.C
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Patents, Designs, and Trade Marks Acts 1883 {o 1888

Form F (p. 117) | |
PA.

IForM OF APPLICATION FOR AMENDMENT OF |
SPECIFICATION OR IDRAWINGS e

* * Hero state

n[zll:lna at}d fiﬂl

) . . address of appli-

seck leave to amend the specification of letters- cant or patentee.

patent No. of 188 , as shown in red ink
in the copy of the original specification hereunto
annexed

My reasons for making this amendment are as
f Here state

follows 'I' reasons for seek-

ing amendment;
and where the
anlicant is not
the patentee,

R state what inter-
est he possesses
in the letters.
patent.

(Stgned) 1
To the Comptroller, ° b}_tu}:?ﬂ}};zigned
Patent Office, 25 Southanﬂ:ton Buildings,
Chancery Lane, London, W.C.
Patents, Desiyns, and Trade Marls Acts 1883 fo 1888 |
| |
IFForm G (p. 117
(p ) PATENT,
. i
ForM oF OPPOSITION TO AMENDMENT OF SPECIFICATION |
or DRrAwINGS !
(To be accompanied by an unstamped copy)
* * Here state

name and full

. . o g address of oppo-
hereby give notice of objection to the proposed amend- nent. P

ment of the specification or drawings of letters-patent

T . " , , H tat
No. of 188 , for the following reason : § e opooi.
. tion,
(Signed)

To the Comptroller,
Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C.
Il
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T Patents, Designs, and Trade Marks Acts 1883 fo 1888
Foru H (p. 131)

PATENT. - .
Fory or ArpricatioN For CoxPUISORY (GRANT

oF LIcENCE
(To be accompanied by an unstamped copy)

i %, o

* Here 1 st&tﬁ *
name an . .
address of appli- hereby request you to bring to the notice of the Board
cant. of Trade the accompanying petition for the grant of a

t Here state licence to me by §
namie and  «g-

dressofpatentee,
and nuinber and
date of his
patent. ' |
(Signed)

Notre.—The petition must clearly set forth the facts
of the case, and be accompanitd by an examined copy
thereof. See form below.

To the Comntroller,

Patent Office, 20 Southampton Buildings, .

Chancery Lane, London, W.C.
Patents, Designs, and Troade Marks Acts 1883 fo 1888

Yornt H 1 (p. 131)

Forym orF PeriTion ror CoMPULSORY GRANT
OoF LICENOCES
1'o the Lords of the Committee of Privy Council for Trade

. (,“).Heﬁflf'mit Tre PETITION of (@) of ,
d?ﬁ;: and ge.-1nt the county of , being a person interested in
scription. the matter of this petition as hereinafter desecribed :—

SuaewreTH as follows (—

1. A patent dated No. ,

was duly granted to

)) Here insert Cry T : A
i) Here insert for an invention of (2)
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- 2. The nature of my interest in the matier of this

etiti 1S (85 ' ¢) Hera state
petition is as follows :—(c) ) Hero state
) of petitiouer's
interest.

| Here state
3. (d) | in(gitnil the cir.

cumstances of
the case under
section 22 of the
said Act, and
show that it
arises by recason
of the defauit of
the patentec to
yrant  liecnees
on reasonable
termas. The
statement of
the case should
also shiow us far

* ag possible that
the terms of the
proposed order
are just and rea-
sonable, T}lm
paragraphs
should Le r}um-
bered consecu-
tively.

Having regard to the circumstances above stated,
the petitioner alleges that by reason of the aforeszid
default of the patentee to grant licences on reasenable

terms (e) {¢) Here state
the ground or

grounds on
which relief is
clajlmed iu the
language of scce
tion 22 sub-sec-
tions (u), (b}, or
(c}, as, the case
may be,

Your petitioner therefore prays that
an order may be made by the Board of

Trade (f) . (f) Here state

or that the petitioner may have such e Purpors v,

other relief in the premiscs as the posed onder end
the termns as to

Board of Trade may deem just. the amount of
royaltics, secur-
ity for pufment:,
or otherwiae, up-
on which the
petitioner clajing
to be entitled to
the relief in ques-
tion, '
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Patents, Designs, and Trade Marks Acts 1883 to 1888
Fory I (p. 132)

PATENT.

ForyM orF OrprosiTioN TO COMPULSGRY (GRANT
or LICENCE

* Here state ¥
name and full

aqdress.
hereby give notice of objection to the application
of for the
compulsory grant of a licence under Patent No.
of 188
(Signed)

To the Comptreller,
Patent Office, 25 Seuthampton Buildings,
Cllancery Lane, London, W.C,

e — =

T l Patents, Designs, and Trade Marks Acts 1883 fo 1888

K 147 and 7.84
I ORM L (pp. 147 and 7.84)

ForM orF REQUEST To ENTER NAME UPoN THE
— REGISTER OF PATENTS

a) Or We. T (a)
iere insert
name, full ad.

drezs, and de-

seription,
(U) My or our. hereby request that you will enter (D) name
() Ornames.  {c) in the Register of Patents :—
D Lor e, (d) clajm to be entfitled (e)

the nature of the of the Patent No, of 188 , granted to

(f) Here give (f)

namo and ad-
dress, efe., of pa.
tentee or pateu
tees,

(7Y Hereinsert for
title ofthe inven. 0 ({?)

ton.,
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by virtue of (%) {R) Beresyeei-
{y theparticulers

of such doen.
ment, giving its
data and tho
parties to the
samne, end show.
ine  how the
claim here made
js substantisted.

And in proof whereof I transmit the accompanying

; r (i} Here insert
( ) with an the nature of the
h docuanient.
attested copy thereof {4 (53 Where any
atte DY O (7 ) document which

i3 & matter of re-
cord is required
to be left, o certi-
fied or ofllcinl
copy in leu of

1T an attested copy
1 am, Srll, _ must be Jeft.
Your obedient Servant,

To the Comptroller,
Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C,

R i g

Patents, Designs, and Trade Marks Acts 1883 to 1858 T
ForM M (p. 148)

PATENT.

Fory or REQUEST To ENTER NOTIFICATION OF LICENCE
' IN THE REGISTER OF PATENTS

I

SIR,

I hereby transmit an attested copy of a licence
granted to me by
under Patent No. of 188 , as well as the
original licence for verification, and I have to request
that a notification thercof may be entered in the
register,

I am, Sir,
Your obedient Servant,

(a) (#) Hereinsert
full address.

To the Comptiroller,
Patent Office, 25 Southampton Buildings,

Chancery Lane, London, W.C.
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| Patents, Desigrs, and Trade Marks Acts 1883 fo 1888

PATERT. | Fory N
APPLICATION FOR D UPLICATE OF PATENT
Date
SIR,
I regret to have to inform you that the letters-
*Here insert patent dated ® No.

| date, No., name,
and foll address

ofpatentee.  granted to

$Here insert fOr an invention of +

title of inven-
tion,

{ Herc Insert have be@ni
the word *‘de.
stroyed” or
‘“lost,” s theo
casoe may be,

I beg therefore to apply for the issue of a duplicate

5 Hero state Of such letters-patent.§
interest poages-
sed by applicant
in the letters-

patent, [Signature of Applicant]

To the Comptroller,
Patent, Offico, 25 Southampton Buildings,
Chancery lLane, London, W.C,



EXHIBITION OF INVENTION 167

Patents, Pesigns, and Trade Marks Acts 1883 fo 1888 :
Form O (p. 91
(p- 9%) PATENT.
Notice or INTENDED ExXumIBITION OF AN UNPATENTED
INVENTION
3. | * Here 1 sii_ntlc;
. . . . "y s name an u
hereby give notice of my intention to exhibit a address of appli-
of at the cant.
Iixhibition, which § of 18 , tState ‘““op-
cned” or Yis to
. . open,”
under the provisions of the Patents, Designs, and Trade
Marks Acts of 1883.
1 herewith enclose t Insert  brlef
Si 1 des?{'iptiun of i{]a-
240 vention, with
( SHe ) drawings if ne.
To the Comptroller, GessAry-

Patent Office, 256 Southampton Buildings,
Chancery Lane, London, W,C.

Patlents, Designs, and Trade Marks Acts 1883 fo 1688
Fory P (p. 287)

Form or RequesT For CorrEcTioN OF CLERICAL

LRROR
SIR,
I hereby request that the following -clerieal

error (@) | (a) or errors.
in the (&) (%) Hero stata
No. of 18 , may be corrected in the manner Fuclier 2 -
shown In red ink in the certified copy of the original gg:lﬂn, or regis-
(0) '
hereunto annexed. ,

Signature

Full Address

To the Comptroller,
Patent Office, 25 Southampton Buildings,
Chancery Lane, London, W.C.
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T Patente, Designs, and Trade Marks Acts 1883 {o 1888

, Forx Q (p. 290
PATENT. O Q (P )

CERTIFICATE oF CoMPTROLLER-GENERAL

‘ Patent Office, London, *
18
. Y , Comptroller-General
'“ - of Patents, Designs, and Trade Marksy herc,by cextify

* Here insert To ¥ .
name and fuil

nddress of person
requiring the in-
formation, . . B
B " Patents, Designs, and Trade Marks Acfs 1883 fo 1888
YForu R
PATENT.
Fory or NOTICE FOR ALTERATION OF AN ADDRESS
- IN REGISTER
SIR,
(a) Hcere state (({)

name or nanes
and fuil address

of upplicans or
applicanty,

hereby request that address now upon the
register may be altered as follows

(1) Here insert (b)

{full address. .
_Sir,

Your obedient Servant,

To the Crmpiroiler,
Pai. .t Office, 25 Southampton Buildings

Chancery Lane, London, W.C,
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Palents, Designs, and Trade MMarlks Acts 1883 to 1868
I'orx S (p. 148)

(]

Trorit OF APPLICATION ¥oR ENTRY oF QRDER oF PRrIvy

Couxncin IN REGISTER

(@) .
hereby transmit an office copy of an Order in Council

with reference to (&)
| S,

Your obedient Servant,

To the Comptroller, o
Patent Office, 25 Southampton Buildings,

Chancery Lane, London, W.C.

nl—

Patents, Designs, and Trade Marks Aefs 1883 io 1883
Forxt T {p. 109)

YorM or Arpran T0 Law OFrriceER

I, (a) of (a)
hereby give notice of my intention to appeal to the

law ofticer from (0)
of the comptroller of the -~ day of

18 , whereby he (¢)

No. (d) of the year 18 (d)
. Signature
Date

N.B.—This notice has to be sent to the Comptroller-
General at the Patent Office, London, W.C., and a
copy of same to the Law Officers’ Clerk at Room 549,
Royal Courts of Justice, London,

PATENT.

() Here slate
name and full
address of appli-
cant,

() Hera stiate
the purport of
the order.

PATENT.

(a) Hereinsert
name and full
address of appel-
Jant,

() Hereinsert
“the detcigion”
or ‘‘that part of
the decision,” ay
the case may be,

(¢) Here Ingerd
“refused [or al-
lowed) applica-
tion for Patent,"”
or “refused [or
allowed] applica-
tion for leave to
amend Patent,”
cr otherwise, as
the casa nay be,

(d) Insert num-
ber and year,

—
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Patents, Designs, and T'rade Marks Acts 1883 fo 1888

. Fory U (p. 100
PATENT. | . (p )

Fory oF APPLICATION For LXTENSION OF TIME FoRr
LreavING A CoMPLETE SPECIFICATION

SIR} ’
hereby apply for extension of time
for one month in which to leave a complete specifica-
tion vpon application dated
The circumstances in and grounds upon which this
(e} BeeRule0. oxtension is applied for are as follows (a) :—

Sir,
Your obedient Servant,
(h) Tobosigned
by appllcant or (b)
applicants or his
or their agent, To the Comptroller,

Patent Oftice, 25 Southempton Buildings,
Chancery Lane, London, W.C.

Patents, Designs, and Trade Merks Acts 1883 ¢o 1888
¥orm V (p. 107)

PATENT.

Form or ArpricATION FOorR ExTENsioN oF TiME FoR
ACOEPTANCE OF A COMPLETE SPECIFICATION

SIR,

hereby apply for extension of time
for month  for the acceptance of the cont-
plete specification upon application No.
dated

The circumstances in and grounds upon which this
(a) SceRulos0. extension is applied for are as follows (a) :—

— B ~ )} & _
Your obedient Servant,

h) Tobasigned b
b}s ;pplicant or ( )
apltﬂit'ﬂntﬂ orhis To the Comptroller,

0l

* their agent. Patent Office, 256 Southampton Duildings,
| Chancery Lane, London, W.C,
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Form D 1Ny teE ACT OF 1883
Form of Palent

“VicToriA, by the grace of God, of the United Kingdom
of Great Britain and Ireland, Queen, Defender of the
faith : To all to whom these presents shall come greeting :

““ Whereas John Smith, of 29 Perry Street, Burminghann,
in the county of Wasrwick, Engincer, hath by his solemn
declaration represented unto us that he is in possession of
an invention for ¢ Improvements in Sewing Machines,” that
he is the frue and first inventor thereof, and that the
same 18 not in tnise by any other person to the best of his
kpowledge and belief :

¢“ And whereas the said inventor hath humbly prayed
that we would be graciously pleased to grant unto him
(hereinafter together with his executors, administrators,
and assigns, or any of them, referred to as the said
patentee) our Royal letiers-patent for the sole use and
advantage of his said invention :

“ And whereas the said invenfor hsth by and in his
complete specification particularly deseribed the naturs of
his invention :

“ And whereas we being willing to encourage all inven-
tions which may be for the public good are graciously
pleased to condescend to his request :

‘““ Know ye, therefore, that We, of our especial grace,
certain knowledge, and mers motion do by these presents,
for us, our heirs and successors, give and grant unto
the said patentee our especial licence, full power, sole
privilege, and authority, that the said patentee by himself,
his agents, or licensees, and no others, may at all times
hereafter during the term of years herein mentioned,
make, use, exercise, and vend the said invention within
our United Xingdom of Great Britain and Ireland, and
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Isle of Man, in such manner as to him or them may seem
 meet, and that the said patentee shall have and enjoy the
wiole profit and advantage from time to ilme aceruing by
reason of the said invention, during the term of fourteen
years from the date hereunder written of these presents :

And to the end that the said patentee may have and
enjoy the sole use and exercise and the full benefit of the
said invention, We do by these presents for us, our heirs
and successors, strictly command all our subjeets whatso-
ever within our Unifed Kingdom of Great Britain and
Ireland, and the Isle of Man, that they do not at any
time during the continuance of the said term of fourteen
years either directly or indirectly make use of or putb in
practice the said invention, or any part of the same, nor
in anywise imitate the same, nor make or cause to be
made any addition thereto or subtraction therefrom,
whereby to pretend themselves the inventors thereof,
without the consent, licence or agreement of the said
patentee in writing under his hand and seul, on pain of
mcurring such penalties as may be justly inflicted on
such offenders for their contempt of this cur Royal
command, and of being answerable to the patentee
according 1o law for his damages thereby occasioned :
Provided that these our letters-patent are on this condi-
tion, that, if at any time during the said term it be made
to appear to us, our heirs or successors, or any six or
more of our Privy Council, that this our grant is contrary
to law, or prejudicial or inconvenient to our subjecis in
‘general, or that the said invention is not a new invention
as to the public use and exercise thereof within our
United Kingdom of Great Britain and Ireland, and Isle
of Man, or that the said patentee is not the first and true
inveintor thereof within this realm as aforesaid, these our
lotters-patent shall forthwith determine, and be void to
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all intents and purposes, notwithstanding anything herein-
before contained : Provided also, that if the said patentes
shall not pay all fees by law required to be paid in respect
of the grant of these letters-patent, or in respect of any
matter relating thereto at the time or times, and in
manner for the time being by law provided ; and also if
the said patentee shall not supply or canse to be supplied,
for our service all such articles of the said invention as
may be required by the officers or comimissioners adminis-
tering any department of our service in such manner, at
such times, and at and upon such reasonable prices and
terms as shall be settled in manner for the time being by
law provided, then, and i any of the said cases, these
our letters-patent, and all privileges and advantages what-
ever hercby granted shall determine and become void
notwithstanding anything hereinbefore contained : Pro- .
vided also that nothing: herein cqntai'n'ed shall prevent:
the granting of licences in such manner and for such con-
siderations as they .may by l‘sni* be granted : And lastly,
we do by these presents for us, our heirs and successors,
arant unto the said patentée that these our letters-patent
shall be construed in the most beneficial sense for the
advantage of the said .patentee. In witness whereof we
have caused these our letters o be made patent this

one thousand eight hundred and and
to bé sealed as of the one thousand eight
hundred and J |
(o
Seal
of Patent
Office.
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CHAPTER I

INTRODUCTION

THE protection of designs by law is akin both to the law
of copyright and to thab of patents, but has from the first
been treated by distinet statutes, the earliest of which
was passed in the year 1787, By this Act the proprietor
of any new and original pattern for printing linens, cottons,
calicoes, or musling was given the sole copyright for two
months from the first publishing thereof, every piece of
such goods being truly printed with the name of the pro-
prietor. This Act was temporary, but after being renewed
in 1789 was made perpetual by 34 Geo, 11l c. 23 (1794),
which also extended the right to three months. In 1839
the Acts were extended to Ireland, and applied to fresh
woven fabrics, viz. thoss composed of wool, silk, or hair,
and to mixed fabrics composed of two or more of the
following materials—~linen, colton, wool, silk, hair (2 and
3 Vict., c. 13).

In the same year, by chapter 17, copyright for the term
of twelve months was given for new and original designs—
(1) for patterns applied to tissues or textile fabrics (execept
lace and the articles comprised in the above Acts); (2)
also for modelling, casting, embossment, chasing or en-
graving, or for any other kind of impression or ornament

on any article of manufacture, not being a tissue or textile
12
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fabric; (3) also for the shape or configuration of any
articie of manufacture (oxcept lace and the articles com-
prised in the above Acts). Besides this, the proprietor of
a design for modelling, etc., on any article of manufacture
of metal was given the copyright for three years from
registration, before publication, in a register thereby estab-
lished under the control of the Privy Council.

In 1842 the former Acts were repealed, consolidated
and amended by 5 and 6 Viet., ¢. 100, which until lately
was the principal Act regulating the law of designs. The
Act (which did not apply to sculpture or casts of sculp-
ture) gave the proprietor of any new and original design,
whether for pattern, shape, or ornament, and not pre-
viously published, a copyright varying from nine months
to three years according to the elass of article to which it
should be applied, as detailed in s. 3. The design must
have been registered befors publication, and was only
protected when “ done ” within the United Xingdom.

In the following year the Act was amended by 6 and 7
Vict., c. 65, and design for shape mors specially defined
and extended. Other goods, to which a design might be
applied with protection, were added to the existing list.

In 1850, by 13 and 14 Vict, ¢. 104, a ‘ provisional ”

registration was invented, fuy ther goods were included,
power was given to the Board of Trade to extend copy-
right in ornamental designs, and several fresh provisioné
were made as to the registry.

-.In 1858 the Acts were further amended and jurisdic-
tlon given to the County Courts (21 and 22 Viet,, c. 70).
Another amending.Act was passed in 1861 (24 and 25
Vict., ¢. 73), dispensing with the necessity of the design
being “done” within the United Kingdom, and extend-

ing protection to foreigners. In 1865 it was enacted

that exposition at an industrial exhibition certified by
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the Board of Trade“should not prejudice the right to
registration, and in 1870 the same right was given as
recards international exhibitions (33 and 34 Viet., ¢, 27).
In 1875 the powers and duties of the Board of Trade
were transferred to the Commissioners of Patents., In
1883 the whole of the existing Acts were repealed, con-
solidated and amended by the Patents Act, 1883, the
material portion of which now follows with notes.



CHAPTER II

[

REQUISITES FOR PROTECTION

“ DesiaN ” is defined in 8. 60 of the Act as follows ;:—

‘“¢ Design’ means any design applicable to any article
of manufacture, or to any substance artificial or natural, or
partly artificlal and partly natural, whether the design is
applicable for the pattern, or for the shape or configura-
tion, or for the ornament thereof, or for any two or more
of such purposes, and by whatever means it is applicable,
whether by printing, painting, embroidering, weaving,
sewing, modelling, casting, embossing, engraving, staining,
or any other means whatever, manual, mechanical or
chemical, separate or combined, not being a design for
a sculpture, or other thing within the protection of tha
Sculpture Copyright Act of the year 1814 (54 Geo. 111,
c. 56).” .

Observe thet, if it is desired to protect an article itself,
the proprietor must proceed to obtain-a patent; if the
shape, ornament, or pattern, then he must register the
design. Protection of a design may sometimes incident-
ally protect the article itself, DBut the fact that a patent
could have been obtained is no objection to a design,
otherwise good. A design may be registered for part of
an article as well as for the whole. It need not be useful
— Walker v. Fallkirk Iron Co. (1887), 4 R. P. C., 390. Sce

p. 182.
180
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. The following are the requisites for a2 valid registia-
tion :—

1. Novelty.—Slight alterations are not sufficient. “In
order to justify the registration of a design, especially
with reference to such matters as . . . are in constant °
and daily use, there must be some clearly marked and
defined difierence between that which is to be registered
as a new design and that which has gone before”—Le
iay v. Welch (1884), 28 Ch. D., 24.

Novelty in material is not novelty in design, although
the same design may be well registered by different pro-
prietors, provided the class of goods and the purpose to
which the design is applied are distinct—2Back’s Design
(1888), 42 Ch. D., 661. It would then, it secems, be
““new and original ” within the meaning of s. 47 (p. 185)
—Read & Cresswell's Design (1889), 42 Ch. D., 260.

A combination of old designs will be protected if the
result is a new design,

2. “ Not previously published,” s. 47 (p. 185).—The .
author may show the design to his agent, may ccnsult an
expert, and so on; but if he go further, and show it to
any member of the public, or show it and solicit orders,
as in Blank v. Footman (1888), 39 Ch. D., 678, he has
gone too far, and cannot register. The question is, “Was
the communication essentiaily confidential or not?”’—
Winfield v. Snow (1891), 8 R. P. C,, 15.

Industrial and International Exhibitions.—In favour of
these useful expositions it is enacted by s. 57 that ¢ the
exhibition at an industrial or infernational exhibition,
certified as such by the Board of Trade, or the exhibition
elsewhere during the period of the holding of the exhibi-
tion, without the privity or consent of the proprietor, of o
design, or of any article to which & design is applied, or
the publication, during the holding of any such exhibition,
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of a description of a design, shall not prevent the design
from being registered, or invalidate the registration thereof,
provided that both the following conditions are complied

with, namely,—
“(a) The exhibitor must, before exhibiting the design

or article, or publishing o description of the design, give
the comptroller the prescribed notice of his intention to
do so; and

““(0) The application for registration must he made
before or within six months from the date of the opening
of the exhibition.”

By r. 36, the exhibitor, after obtaining from the Board
of Trade a certificate that the exhibition is industrial or
international, must give, under (@), seven days’ notice to
the comptroller, and must furnish him a brief description
of the nature of the design, and with a sketch or drawing
thereof. Iform L should be used (sece p. 207).

By the Act of 1886, s. 3, Her Majesty in Council may
declare that s, 57 shall apply to any exhibition (abroad or
not), and may provide that the exhibitor shall be relieved
from the condition of giving notice to the comptroller.

N.B.—1t is not ab all essential that the design should
be useful, although the result of the protection of the
design may sometimes be to protect an article that is
itself useful —Hecla Foundry Co. v. Walker, Hunter, & Co.
(1889), 14 App. Cas., 550 ; Dec. Ct. Ses., 4th Ser., xvi,,
P. 27 : a case which may also be consulted on the question
as to whether an article should be patented or a design
should be registered. Itis immaterial to consider whether
competing designs serve the same or any useful end.

By s. 73 (p. 241), no “scandalous” design may be
registered ; and, by s. 86, the comptroller may refuse to
register a design the use of which would, in his opinion,
be contrary to law or morality. See p. 283.
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TiE PROPRIXTOR

By s, 61, “The author of any new and original design
shall be considered the proprietor thereof, unless he
executed the work on behalf of anofher person for a geod
or valusble consideration, in which case such person shall
be considered the proprietor ; and every person acquiring,
for a good or valuable consideration, a new and original
design, or the right to apply the same to any such article
or substance as aforesaid, either exclusively of any other
person or otherwise, and also every person on whom the
property in such design or such right to the application
thereof shall devolve, shall be considered the proprietor
of the design in the respect in which the same may have
been s9 acquired, and to that extent, bhut not otherwisge,”

A person who purchases an article with a novel design
daes nof, of course, thereby become entitled to the copy-
right in the design ; and still less is he proprietor where
he is merely an agent for sale, without any other right to
the design.

V.-C. Malins has held, in an obiter dictwm, that * whers
a person is engaged in an ornamental business, and has
workman in hisz employ under him who makes a design
which is new and original, that design would become the

property of his master”—Lezarus v, Charles (1873), L. R,
183
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