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PREFACE.

avavamparui o

THE fact that no work specially devoted to the Law of
Designs, and attempting a complete treatment of the subject,
has appeared for many years past, makes 1t unnccessary
to offer any excuse for the production of this work,
except in so far as in actual execution it may fall short
of the object with which it has been written. This object
is to present an cxhaustive exposition of the English Law
of Copyright in Designs.

Such scanty treatment as the Law of Designs has received
at the hands of legal writers has generally Dbeen incidental
to the treatment of other subjects. Treatises on the law of
copyright in general, and on patents and trade marks, have
referred to the subject, but a legal work dealing exclusively
with the law of designs has not appeared for mnearly half
a century.

Although the law of copyright in designs has been thus
neglected, the subject is of immense practical importance
to the manufacturing and industrial undertakings of the
country, and enormous commercial interests are now largely
dependent on the protection afforded by the registration of
Designs.

The number of designs annually registered is about
20,000, +

The principal difficulties in writing on this branch of the
law are the ambiguous character of many of the statutory
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provisions, and the dearth of authoritative decisions. Where
available the cases on analogous questions in patent and
trade mark law have been called into use, and on many
questions they may be safely followed as decisions which
would probably be regarded by the Courts as conclusive
on corresponding matters relating to designs.

The text contains, it is believed, all cases directly or
indirectly relating to designs reported before the end of
February, 1895. In the table of cases the references to all
series of reports are, as far as possible, given. In the text,
for want of space, this has not always been done.

Much care has been bestowed on the index, and every
effort has been made to render it an efficient and convenient
guide to the contents of the work.

This volume is the outcome of a plan formed soon after
the publication of the Author’s work on the * Law of
Patents for Inventions,” of preparing a companion volume
to that treatise. But that plan would never have reached
fruition without the co-operation of Mr, T. M. Stevens
and Mr. M. W. Slade, barristers-at-law, who have, the former
throughout the work, and the latter in the annotation to the
Acts, with much ability and industry contributed to the
production of this work.

Mr. E. W. Hulme, of the Patent Office Library, has given

suggestions and assistance.

I.. E.

1, GARDEN CovVRT,
. THE TEMPLE,
March, 1895.
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: PART 1.

THE LAW AND PRACTICE
. RELATING TO DESIGNS.

*

CHAPTER 1.

HISTORY AND DEVELOPMENT OF LAW OF DESIGNS,

Prior to the year 1787 the inventor of a design had no means
of acquiring any property therein or of preventing others from
imitating his design; except that he might then, as he may now,
in somee cases obtain protection by the grant of a patent for an
invention. This was expensive to procure, and in most cases,
such was the technical nature of tue law at the time, very difficult
to uphold.

In the year 1787 the great development in the arts of designing

and printing linens, cottons, calicoes and muslins led to the
first At of Parliament dealing with designs. It gave copyright
to inventors of designs for linens, cottons, calicoes #nd muslins.
Many subsequent Acts have since been passed, the principal
of which are the Acts of 1842 and 1888, each of which was a
consolidating and amending Act, and repealed all prior legislation.
The law of designs is now substantially regulated by the Patents,
Designs and Trade Marks Act, 1888, as amended by the Acts of
1885, 1886 and 1888.

We propose, however, to give in this introductory chapter a Development
sketch of the steps by which the law as to copyright in designs %ﬂgfﬂ‘g“
has by successive stages reached its existing form.

The Act of 1787 (27 Geo. III. c¢. 88) was entitled ‘ An Act Actof1787
for the encouragement of the arts of designing and printing
Linens, Cottons, Calicoes and Muslins, by vesting the proper-
ties thereof in.the Designers, Printers, and Proprietors, for a

E.D. * B
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limited time."” It recited that it was expedient for the encourage-
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ment of the arts of designing original patterns for printing °
linens, &o., to vest the property thereof in the designers, printers

" Proteotion for 804 pr0prietbrs for a limited time, and enacted that from the
}‘:ﬁ’ Mﬂofr“ 1st June, 1787, every person who should design or cause to be
" linen, cotton, designed any new and original pattern for printing linens, cottous,
:.:;-;'&c. calicoes or muslins should have the sole right of reprinting the
 Original term  gamne for the term of two months, to commence from the day of the
- twomonthe. first publishing thereof. It was further provided that the name of
the printer or proprietor should be printed at each end of every
piece, and that anyone knowingly printing, working, or copying
or publishing, or exposing for sale such original pattern without
the consent of the proprietor in writing, should be liable to an
action for damages. ' Actions were to be brought within six months
of the offence. The Act of 1787 was to continue in force till the
end of the next session of parliament. By 29 Geo. III. ¢. 19 the
Act was continued in force till 1794, and by 84 Geo. III. c. 28,
passed in 1794, the term of two months was extended to three

months, and the Act was made perpetual.
Act of 1839  The protection granted to linens, cottons, calicoes and muslins
(2 Vict. c. 13). being found advantageous, an Act, 2 Viet. ¢. 18, was passed 1n
1889, extending the provisions of the Act of 1787 to fabrics
Extension of composed of wool, silk and hair, and to mixed fabrics composed of
'foef-ﬂ%;ﬁscin. any of the materials, linen, cotton, wool, silk or hair. The operation
i‘ﬂ:}‘;‘i 311; ang Of the Act of 1787 was also extended to Ireland. It previously
hair. affected England and Scotland only. -
Act of 18390  Hitherto the protection of the law had only been accorded to
(2 Viet. e. 17). fabrics, and the designs to which copyright was given were or-
namental in their nature. By the Act, 2 Vict. ¢. 17, passed in
1839, intituled “ An Act to secare to proprietors of designs for
féitg;l;iz? to  Articles of Manufacture the copyright of such designs for a lmited
- manufacture.  time,” the scope of the copyright in designs was greatly extended.
| &;ﬂmﬁﬂ This Act introduced the system of registering designs, which, with
o - modifications, is at the present day in force, and gave copyright for
- twelve months from the date of registration to the proprietor of new

"and original designs for the following purposes :~—

(1) For the pattern or print to be either worked into or worked -

‘on, or printed on or painted on, any article of manufacture,
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being a tissue or textile fabric, except lace, and also except
linens,’ cottons, calicoes, musling, and any other article
within the protection of the Acts already in force.

(2) For the modelling, or the casting, or the embossment, or the
chasing, or the engraving, or for any other kind of impres-
sion or ornament, on any article of manufacture, not being
a tissue or textile fabric,

(8) For the shape or configuration of any article of manufacture,
except lace, and also. except linems, cottons, calicoes,
muslins, and any other article within the protection of the
Acts already in force.

But the proprietor of any new design under (2), when applied to
metals, was to have copyright for three years instead of twelve
months.
~ No person was to be entitled to the benefit of the Act unless the

design had before publication been registered, and unless after
publication of the design every article of manufacture published by
him, on which such design was used, had thereon the name of the

first registered proprietor, and the number of the design in the
register, and the date of the registration thereof.

The ‘ proprietor ’ was defined as foliows :-—
The author of every such npew and original design shall be con-

sidered the proprietor, unless he have executed the work on behalf

of another person for a valuable consideration, in which case such
person shall be considered the proprietor, and shall be entitled to
be registered in the place of the author; and every -person
purchasing for a valuable consideration a new and original design,
or the exclusive or the partial right to use the same for any one or
more of the above-mentioned purposes, in relation to any one or
more articles of manufacture, shall be considered as the proprietor
of the ‘design for all or any one or more such purposes, as the case
happens to be.

For protection against piracy of registered designs, it was enacted
(sect. 8) that during the existence of such exclusive or partial right
no person shall either do or cause to be done any of the following
acts in regard to a registered design, without the licence or
consent in writing of the registered proprietor thereof (that is
to say),
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No person shall use for the purposes aforesaid, or any ot them,
or print or work or copy, such registered design, or any
original part thereof, on any article of manufacture, for sale :

No person shall publish, or sell or expose to sale or barter, or in
any other manner dispose of for profit, any article whereon
such registered design or any original part thereof has been
used, knowing that the proprietor of such design has not given
his consent to the use thereof upon such article :

No person shall adopt any such registered design on any article
of manufacture for sale, either wholly or partially, by making
any addition to any original part thereof, or by making any
subtraction from auy original part thereof:

And if any person commit any such act he shall for every offence
forfeit a sum not less than five pounds and not exceeding thirty
pounds, to the proprietor of the design in respect of which such
offence has been committed.

The party injured by any such act was to recover such penalty
either by an action of debt or on the case against the party offending,
or by summary proceeding before two justices having jurisdiction
where the party offending resided (sect. 4).

No action or other proceeding for any offence under the Act
was to be brought after the expiration of six calendar months
from the commission of the offence; and in such action or other
proceeding every plaintiff or prosecutor was to recover his full
costs (sect. 4).

With regard to the registration of designs, it was enacted
(sect. 6) that the said registrar should not register any design
unless he was furnished with three copies or drawings of such
design, accompanied with the name and place of abode of the
proprietor thereof; and the registrar was to register all such copies
successively, as they are received by him for that purpose, and on
every such copy to affix a number corresponding to such succession,
and to retain two copies, one of which he was to file in his office,
and the other to hold at the disposition of the Board of Trade,
and the remaining copy he was to return to the person by whom
the same had been forwarded to him; and in order to give ready
access to the copies of designs.so registered, he was to keep a
classified index of copies of designs.

.
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A certificate of registration of design was to be givon to the
proprietor by the registrar which was to be received in evideace
without further proof.

It was also provided that every person purchasing a new and
original design might enter his title in the register ; and that any
writing purporting to be a transfer of such design, and signed by
the proprietor thereof, shall operate as an effectual transfer; and

that the registrar should, on request, and the produection of such
writing, insert the name of the new proprietor in the register.

Optional forms of transfer were given (sect. 4). The forms

were :—
Form of Transfer and Authority to register.

I, A. B., author [or proprietor] of design number
having transferred my right thereto [or if such transfer be partial]
go far as regards the making of [describe the Articles
of Manufacture with respect to which the right is transferred] to
B. C. of do hereby authorize you to insert his name
on the register of designs accordingly.

Form of Request to register.

I, B. C., the person mentioned in the above transfer, do request

you to register my name and property in the said design, according
to the terms of such fransfer.

The Act of 1842, which swept away all previous legislation
on designs, came into force on the lst September, 1842, . By it
copyright was granted (sect. 8) to any nmew and original design,
whether such design be applicable to the ornamenting of any
article of manufacture, or of any substance, artificial or natural,
or partly artificial and' partly natural, and that whether such
design be so applicable for the pattern, or for the shape or
configuration, or for the ornament thereof, or for any two or
more of such purposes, and by whatever means such design
may be so applicable, whether by printing, or by painting, or by
embroidery, or by weaving, or by sewing, or by modelling, or by
casting, or by embossing, or by engraving, or by staining, or
by any other means whatsoever, manual, mechanical, or chemieal,
separate or combined. Sculpture and other things within 53
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Geo. III, o. 71 and 54 Geo. 1II. o. 56, were excepted from
the Act.

This definition, except that it i confined to ornamental designs,

is very similar to that now in force, given in the Aot of 1888,
gect. 60, see p. 160.

The term of copyright was, however, dependent upon the class of

goods to' which the design was applied (sect. 8). The classes of
goods were :—

Class 1.—Articles of manufacture composed wholly or chiefly of any metal
or mixed metals :

Class 2.—Articles of manufacture composed wholly or chiefly of wood :

Class 3.—Articles of manufacture composed wholly or chiefly of glass :

Class 4.—Articles of manufacture composed wholly or chiefly of earthen-
ware :

Class 5.—Paper hangings :
Class 6.—Carpets :

Class 7,—Shawls, if the designs be applied solely by printing, or by any

other process by which colours are or may hereafter be produced upon tissue
or textile fabrics : ,

Class 8.—Shawls not comprised in Class 7 :

Class 9,—Yarn, thread, or warp, if the design be applied by printing, or by
any other process by which colours are or may hercafter be produced :

Class 10.—Woven fabrics, composed of linen, cotton, wool, silk, or hair, or
of any two or more of such materials, if the design be applied by printing, or
by any other provess by which coloars are or may hereafter be produced upon
tissue or textile fabrics ; excepting the articles included in Class 11 :

Class 11.—Woven fabrics, composed of linen, cotton, wool, silk, or hair, or
of any two or more of such materials, if the design be applied by printing, or
by any other process by which colours are or may hereafter be produced upon
tissue or textile fabrics, such woven fabrics being or coming within the
description technically called furnitures, and the repeat of the design whereof
shall be more than twelve inches by eight inches :.

Class 12.—Woven fabrics, not comprised in any preceding Class :

Class 13.—Lace, and any article of manufacture or subsiance not comprised
in any preceding Class.

The copyright was for the term of three years in respect of the application
of any such design to ornamenting any article of manufacture contained in
the first, second, third, fourth, fifth, sixth, eighth, or eleventh of the Classes
following :

In respect of the application of any such design to ornamenting any article
of manufacture contained in the seventh, ninth, or tenth of the Classes fol-
lowing, for the term of nine calendar months :

In respect of the application of any such design to ornamenting any article
of manufacture or substance contained in the twelfth or thirteenth of the
Classes following, for the term of twelve calendar months.

The copyright was conditional on registration before publication

- - = - -.p-__'
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~in respect of the application of the design to some or one of the
classes of goods named in the Act, and on the proper marking of
all goods to which the design was applied.

The definition of *‘ proprietor” (sect. 5) and provision for the
transfer of the copyright (sect. 6) by writing were substantially the
same &8 in the Act of 1839. '

The remedies of thoe proprietor for piracy were practically the
samo as under the Act of 1839, but fraudulent imitations of designs
wero in express terms forbidden (sects. 7 and 8).

A new provision was introduced, giving the proprietor his election

to bring an action for damages sustained by an infringement of his

rights. Section 9 is as follows :—

“Provided always, and be it enacted, that notwithstanding the ‘remedies
hereby given for the recovery of any such penalty as aforesaid, it shall be
lawful for the proprictor in respect of whose right such penalty shall have
been incurred (if he shall elect to do so) to bring such action as he may be
entitled to for the recovery of any damages which he shall have sustained,
either by the application of any such design or of a frauduleni imitation
thereof, for the purpose of sale, to any articles of manufacture or substances,
or by the publication, sale or exposure to sale, as aforesaid, by any person, of
any article or substance to which such design or any frandulent 1mitation
thereof shall have been so applied, such person knowing that the proprietor of
such design had not given his consent to such application.”

This is practically repeated in the Act of 1888, sect. 59.

As in the Act of 1839, a registrar of designs was to be appointed,
who was to register designs and grant certificates of rvegistration
(sects. 14, 15, 16). Power was given to a court of equity to rectify
the register where it should appear that a person not the lawful
proprietor had been registered as proprietor (sect. 10).

The public were not under the Act to be entitled to inspect the
copies of designs at the Designs Office of which the copyright was
still in force, except with the leave of the proprietor, or by special
authorisation of the registrar, and under conditions preventing a
copy being taken. Section 17 is as follows :—

“That every person shall be at liberty to inspect any design whereof the
copyright shall have expired, paying only such fee as shall be appointed by
virtue of this Act in that behalf ; but with regard to designs whereof the copy-
right shall not have expired, no such design shall be open to inspection, except
by a proprietor of such design, or by any person authorized by him in writing,
or by any person specially authorized by the registrax, and vhen only in the
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presence of such registrar or in the presence of some person holding an appoint-
ment under this Act, and not so as to take a copy of any such design or of any
part thereof, nor without paying for every such inspection such fee as afore-
said : Provided always, that it shall be lawful for the said registrar to give to
any person applying to him, and producing a particular design, together with
the registration mark thereof, or producing such registration mark only, a cer-

tificate stating whether of such design there be any copyright existing, and if
there be, in respect to what particular article of manufacture or substance such

copyright exists, and the term of such copyright, and the date of registration,
and also the name and address of the registered propristor thereof.”

This provision was inserted in deference to the wishes of those
interested in textile fabrics, it being alleged that if the designs
were open to inspection the new designs would be copied or
imitated, often in a way which would be difficult to prove to be a
piracy. The substantial start in the market of the original
designer might thus be lost.

It was provided that the fee for registering a design to be
applied to any woven fabric mentioned or comprised in classes 7,
9, or 10 shall no exceed the sum of one shilling; that the fee
for registering a design to be applied to a paper hanging shall
not exceed the sum of ten shillings; and that tho fee to be
received by the registrar for giving a certificate relative to the
existence or expiration of any copyright in any design printed on
any woven fabric, yarn, thread, or warp, or printed, embossed, or
worked on any paper hanging, to any person exhibiting a piece
end of a registered pattern, with the registration mark thereon,
shall not exceed the sum of two shillings and sixpence.

The Act of 1848 extended still further the protection to designs
by giving copyright for three years (sect. 1) from the dato of
registration to the proprietor of a new and originn) design for any
article of munufacture having reference to some urpose of utility,
80 far as the design should be for the whole or part of the shape and
configuration of such article. The designs within the Sculpture
Copyright Acts, 88 Geo. IIL. ¢. 71 and 54 Geo. IIL ¢. 56, were
expressly exempted from the Act, as in previous legislation. The
Act in other respects substantially incorporated the provisions of
the Act of 1842, so far ag applicable (sects. 8, 4, 6, 10). The
registrar was to be appointed for all designs for articles of manu-
facture (sects. 7 and 8), and he was to exercise his discretion as to
what were ornamental designs under the Act of 1842, and what
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useful designs under this Act. He might also refuse to register
- any design not intended to be applied to any artiole of manufacture,
but only to a label, wrapper, or other covering. He might also
refuse to register designs contrary to public morality or order.
There was en appeal from the registrar to the Board of Trade
(sect. 9).

Floorcloths and oilcloths were to be included in class 6 of the
Act of 1842, sect. 5.

By the Act of 1850 designs within the Sculpture Copyright Acts Act of 1850
might be registered with the Registrar of Designs, and the pro- 9316"4)14 Vick,
prietors of the design were thenceforth to have the machinery of Designs with-
the Designs Act, 1842, for the recovery of penalties and the pro- g‘oﬁﬁg’ﬁ;‘m
tection of their copyright. The term copyright was not altered, Acts.
but the registration might be for the whole or any part of the
term of the copyright.

But the more important object of the Act was to provide for the
provisional registration of designs.

It was provided that designs which might be registered under E}E:};E‘::;
the Designs Act, 1842, or the Designs Act, 1848, might be
provisionally registered for the term of one year (sect. 1), which
might be extended by the Board of Trade for a further six months

(sect. 5). '

During this term the proprietor of the design had the sole right
and property in the design, and the penalties and provisions of the
Acts of 1842 and 1848 for preventing piracy were available.

During the continuance of the provisional protection the Publication

. : : : . during pro-

publication of the design would not avoid subsequent registration visional regis-
of the copyright, except that the design was not to be sold or t'®Hon.
exhibited for sale under pain of nullifying the provisional regis-
tration and consequent loss of copyright (sects. 3 and 4). Articlesto
which the design might be applied were to be marked provisionally

registered,” and with date of registration (sect. 3).

The copyright in ornamental designs under the Designs Act, Extension of -
1842, might be extended b . copyright in
, IZAt be extended by the Board of Trade for an additional ornamontal

term not exceeding three years (sect. 9). designs.

Designs for the ornamenting of ivor ) ' "' Designs for
g g Y, bone, papier maché, and ornamenting

other solid substances which were not already comprised in the ivory, &e.,

classes numbered 1, 2, or 8, in the Designs Act, 1842, were to be iﬁﬁ&iea

i ¢
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Bﬂmisl?ggﬂiﬁs deemed and taken to be comprised within the class numbered 4 in -
H] L]

threo years.  that Act, and such designs were to be so registered accordingly

(sect. 8). -
- Actof1858 The Aot of 1858 was passed to make further provision against
5_215;‘)"22 Vick. piracy, and to extend the term of copyright given to designs applied.
Extonsion of to articles in class 10 of the Designs Act, 1842, from nine months
:};ﬂfﬁflmw " to three years, subject to this, that the term of the copyright
certainclusses. g)ould expire on the 81st December in the second year after the
year in which the design was registered, whatever might be the
day of ‘such registration (sect. 8). Proceedings for damages for
piracy might be commenced in the county court (sect. 8). Any
person applying any *‘ mark of registration ”’ to any article to which
Falsemarking. g design was applied when the copyright had expired, or where
there was no registration, or during the copyright, without the
suthority of the proprietor, was made liable to a penalty of ten
pounds (sect. 7).

Act of 1861  Prior to the Act of 1861 the application of the design had

(2052 7 to be made within ;the United Kingdom to obtain copyright. In
pursuance of free trade principles the protection was now granted
‘“ whether the application thereof he done within the United
Kingdom or elsewhere.”” It was also expressly provided that the
previous Acts still in force should not be construed to apply to
the subjects of Her Majesty only (sec. 2).

Act of 1866  The Act of 1865 provided for the protection of designs exhibited

- (@8 Vel e 3) o4 industrial exhibitions certified by the Board of Trade. Exhi-
bition at such industrial exhibition, or publication during the
period thereof, of a design, was not to prejudice any subsequent
registration of such design.

Act of 1876 The Act of 1875, which came into force on the 1st January,

.«(:3%:;%39 Viel. 1876 (sect. 1), transferred to the Commissioners of Patents the

General Ruleg POWers and duties of the Board of Trade under the Copyright of

by Commis- =~ Designs Act (sect. 2), and gave the Commissioners power to make

?ﬁ;ﬁ:tﬂgﬁ f general rules for the regulation of the Designs Office. The office
of registrar as a separate office was abolished, his duties b'eing
transferred to the Commissioners of Patents.

Association of The Designs Office having been removed to the Patent Office on

lﬁﬁf;ﬁ;’: ;;:‘;‘M the transfer of the registration of designs from the Board of Trade

office. to the Commissioners of Patents under the last-mentioned Act,
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the administration of the Designs Office has since that time been
~ olosely conneoted with patents and trade marks,

- By the Patents, Designs and Trade Marks Act, 1888, 46 & 47
' Viet. o. 67, the whole of the previous Aects relating to dosigns and
trade marks were repealed and the provisions of that Act consoli-
dating and amending all previous statutory enactments were sub-
stituted. Substantially the same object was effected with Patents,
except that the Statute of Monopolies was left intact. The present
law and practice of designs is entirely regulated by that Act as
amended in & few details by the Patents, Designs, and Trade
Marks Act of 1885, 48 & 49 Viet. ¢. 63, 1886, 49 & 50 Vict. c. 87,
and 1888, 61 & 52 Viet. ¢. 50, and by the general rules of pro-
cedure issued under the Act of 1883. The rules now in force are
the Designs Rules, 1890—1898.

The decisions of the courts under these Acts, so far as they relate
to designs, have been few, and many ambiguities still remain.
They are principally due to the very incomplete nature of the
provisions of the Act of 1883. Most of the decisions under the
previous Acts are of value, as many of the sections of the new
Act of 1883, relating to designs, are, with more or less modifi-
cations, re-enactments of sections of the repealed Acts. As will
appear in the course of this work, the analogy of patent and trade
merk decisions will often help the elucidation of points which have
not been directly decided with reference to designs.

11
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CHAPTER IL

MEANING OF * DESIGN.”

RecisTrATION and protection are given by the Act only to
Designs. The first question, therefore, which arises is, What
is a design? That question has never been satisfactorily
answered. Sect. 60 of the Act (a) of 1883, purporting to contamn
a definition of design, says: * In and for the purposes of this Act,
‘ destgn’ means any design applicable to any article of manufacture,
or to any substance artificial or natural, or partly artificial and
partly natural, whether the design is applicable for the pattern, or
for the shape or configuration, or for the ornament thereof, or for
any two or more of such purposes, and by whatever means \t i8
applicable, whether by printing, painting, embroidering, weaving,
sewing, modelling, casting, embossing, engraving, staining, or any"
other means whatever, manual, mechanical, or chemical, separate
or combined, not being a design for a sculpture, or other thing
within the protection of the Sculpture Copyright Act of the year
1814 (fifty-fourth George the Third, chapter fifty-six).” '

The definition in this section (which 18 taken from 5 & 6 Vict. ¢.
100, 8. 8 (save that that section had the words ‘‘to the ornamenting
of ’ in front of the words ¢‘ any article of manufacture ”’) (0) ). - As
a dofinition it is singularly valueless, for it begins ““ a design 18 &
design applicable, &c.”” 1In fact, there is no attempt to define the
word design, but only a statement as to how far, for the purposes
of this Act, the word is to be taken in its ordinary meaning, It
seems an attempt to limit the Act to certain classes of designs,
leaving the public to discover for themselves what a design'is.

(0) Throughout this work whenever we speak of the Act or the Act of 1883,
we mean the Patents, Designs, and Trade Marks Act of 1883, 46 & 47 Vict.
¢. 57. |

(b) The 6 & 7 Vict. c. 65, extended the scope of the Registration of Design Act,
1842, to make it embrace designs having reference to some purpose of utility.
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8till, from the meaning given to the word in dictionaries, from
the definition clause, and from the statements of various Judges,
it is possible to form some notion of what designs the designs

portion of the Act of 1883 is intended to deal with.

The following are some of the definitions of the word ‘design'’ gggﬁ'i‘;‘g of

given by the Dictionaries :-— design.

The Century Dictionary, 1889.
A plan or outline in general ; any representation or statement

of the main parts or foatures of a projected thing or act.
Artistic invention in drawing or sculpture.
The arrangement or combination of the details of & picture or
statue in an edifice.

Ogilvie, ed. 18883.
1. A plan or representation of a thing by an outline; sketch ;

general view ; first idea represented by visible lines, as
in painting or architecture.

2. The realization of an artistic idea ; specifically, the emble-
matic or decorative figuring upon embroidery, medals,

* fabries, and the like.

Webster, ed. 1882.
. A preliminary sketch, a representation of the main-features of

something to be executed.
The realization of an inventive or decorative plan, emblematic
or decorative figures, as of a medal, &e.

Dr. Johnson, ed. by Latham, 1866.
1. Intention, purpose, scheme, plan of action.
2. Ydea which an artist endeavours to execute.

Richardson, 1836. |
To mark out, to frame or form, and thus to form in the mind,
to scheme or plan, to intend, to purpose, to project.

From the section, however, it appears that the only designs to Limitations of
which the Act has reference are those designs which, applied by word design.
any means whatsover to any article or substance, affect the pattern,
shape, configuration or ornamentation of that article or substance,
and do mnot come within the protection of the Seulpture
Copyright Act, 1814. This, as we have sald, limits the classes of
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designs to which the Act is applicable, but does mnot define';
design (c). |

In Harrison v. Taylor (d), the Judges spoke of an ornamenta}
design as ‘‘ something in the nature of a drawing, picture, or
diagram applicable to the ornamentation of some article of manu. |
facture,” and as ‘‘ any diagram, drawing, or representation of:
gsomething which a draughtsman has for the first time produced.”

But whether a satisfactory definition is found or not, the scope
of the Act is clearly enough defined—proteoction is given only to
designs for pattern, shape, configuration, and ornament.

Lord Herschell says, in Hecla Foundry Co. v. Walker (e), *“1 |
quite agree with what was said by Lord Shand in Walker v. Fal. |
kirk Iron Co., that ¢ the Act in this branch gives protection only |
to the shape or configuration or to the design for the shape or |
configuration, in such a case as the present. The result of such
protection may be, however, to secure important advantages, such
as attend a mechanical contrivance, if these advantages should be |
the result, directly or indirectly, of-the shape or configuration
adopted.” But this is a mere incident. If such advantages are
obtained, it is only because no shape not substantially the same,
and which is therefore not an infringement, will achieve the same
end.”

The design is not the article of manufacture, but that whlch is
applied to the article of manufacture (f). The old distinetion
between ornamental and useful designs made in the earlier Designs
Acts (g) is now done away with, and both classes of designs are
now treated alike. Whether a design is or is not useful is an
entirely immaterial question under this Act. Mere utility, in the
absence of originality in shape, configuration, or pattern, will not
suffice to support registration, though of course the fact that a
useful purpose is served will not prevent the invention from being a
design (). This may be exemplified by a remark of Pollock, B.,

(¢c) Holdsworth v. McCrea (1867), L. R, 2 H. L. 380 ; 36 L. J. Q. B. 297.

(d) (1859) 29 L. J. Ex. 3; 4 H. & N. 815; 6 Jur. N. 8, 1219,

(¢) (1889) 14 Ap. Ca. 550; 59 L. J. P. (. 46; 6 R. P. C. 564

(f) 6 &6 Viet. c. 100, and 6 & 7 Vict. ¢, 65. *

(9) Norton v. Nicholls, 28 L. J. Q. B. 225; 33 L. T. 131; 7 W. R. 720;
1 E. & E. 761 ; Walker v. Falkirk Iron Co., 4 R. P. C, 390,

(h) Cooper v. Symington (1893), 10 R, P. C. 264,
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| in Moody v. Tree (t): ¢ Now there may be many things which
| might be said to answer both purposes. A man might register a
§ design for a doorway mede with bronze, and made with a figure
| of the Apollo Belvedere, that might or might not be better or worae
j than a doorway that had preceded it ; but it would be foreign to
| the question altogether whether it was properly the subject-matier
¥ of a design, and whether it was new as a design under this Act,
i althougb it had none of those advantages. The only question then
¥ would be this: you must use your eye and say, looking at the
| figure or the design, whether it is new or it is not, and beyond that
| you cannot go.”
That a design is also good subject-matter for a patent is imma-
L terial to the inventor who desires to take advantage of the cheaper
' though more limited protection afforded by this branch of the
b Act (k). But he must remember that no mechanical contrivance
, or principle (), no process of manufacture (1), can be a design (n).
. If any advantages such as attend a mechanical contrivance are
-‘ obtained, the invention is a design only so far as the result is
~brought about by the shape (0).

Again, it should be remembered that an effect is not & design,
but only the combination which produces the effect (p). Hence it

- may be said a colour is not & design. On the other hand, a portion

. of an article may be a design (¢), and a combination also may be a
- design (7).

The following are the cases which illustrate the above :—
Margetson v. Wright (8). The design claimed here was a ** pro-

(1) (1892) 9 R. P. C. 333, 335 ; and see Lord McLaren in Walker v. Falkirk
Iron Co., 4 R. P. C, 392.
(k) Kogers v. Driver (1850), 20 L. J. Q. B. 31; 16 Q. B. 102; Hecla

E
E Foundry Co. v. Walker, 4 Ap. Ca. 550 ; Millingen v. Picken (1845), 14 L. J.
' C. P. 254; 1 C. B. 808, |

({) Murgetson v. Wright, 2 De G. & Smale, 420 ; Hecla Foundry Co. v.
IValker (sup.); Cooper v. Symington (1893), 10 R, P. C. 264.
" (m) Walker v. Falkirk Iron Co., 4 R. P. C. 390.
(n) Moody v. Tree, (1892) 9 R. P. C. 333.

i (0) Hecla Foundry Co, v. Walker (sup.); Walker v. Falkirk Iron Co., 4
E. R. P. C. 390.

* (p) Grafton v. Wulson (1884), 50 L., T. (N. 8.) 420 ; 51 L. T. (N. 8.) 141.
' (q) Walker v. Falkirk Iron Co., 4 R, P. C, 390,

(r) Norton v. Nicholls (sup.); Grafton v. Watson (sup.).
(8) 2 De G. & Sm. 420,
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tector label,” i.c. one containing an eyelet hole lined with meta],'jlf"

but the Court pronounced against it, considering that there was.

nothing in the article depending on the shape or configuration,

The application was for an interlocutory injunction.
Rogers v. Driver (t) was a case relating to ventilating bricks,

their novelty and utility consisting in their being so shaped that’

when laid together in building, & series of apertures were left in
the interior of the wall, in consequence of which the air was more
freely admitted through the wall, and a considerable saving in the
number of bricks required was effected. It was submitted for the
defendant that this was not a subject for registration as a design,
but the Court (Patteson, Coleridge, Wightman and Erle, JJ.)
upheld the registration, Wightmen, J., saying that the novelty
invented ‘‘is in the shape and. configuration of an ancient
manufacture called a brick.”

This case contrasted with The Queen v. Bessell (u) (decided by
three of the judges who decided the last case), enables the reader
to form a good idea of the meaning of the term *‘ design ™ as used
in these Acts. The facts were as follows :—* The design regis-
tered consisted of an oblong pane of glass fixed in a metallic frame,
which was inserted in an ordinary window frame, and hinged at
the top so as to open to a greater or less extent by means of u
straight screw, the head of which formed a pulley, over which
were passed cords for the purpose of turning it, and so of either
opening or shutting the ventilating pane. To prevent the down-
ward draught of cold air consequent upon opening the ventilator,
a half pane of glass was fixed in the lower portion of the frame in
which the ventilating pane moved. The registration concluded
thus, ‘ The part or parts of this design which are not new or
original are all the parts taken per se, and apart from the purposes
thereof. 'What is claimed as new is the general configuration and
combination of the parts.’” It was stated that the peculiar shape
and configuration of these ventilators was new, and that no venti-
lator had before been made with such a shape or configuration.

One Dixon made a similar ventilator except that the pane was more
nearly 2 square than an oblong, and the screw by which it was shut

(t) (1850) 20 L. J. Q. B. 31 ; 16 Q. B. 102.
(u) (1851) 20 L. J. M. C. 177 ; 16 Q. B. 810.
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was curved instead of straight, and on trial the Court decided that
the subject was not one for registration as a design. Patteson, J.,
said : (z)—* I do not profess to define what ¢ shape and configura-
tion ’ is, but it certainly is not the same as a combination of parts.
The design contemplated by the 6 & 7 Viet. ¢. 66, must be for a
thing which has some particular shape which is productive of
utility. The word ‘configuration’ can add very little to the idea
conveyed by shape. It must be something visible to the eye.
Now, there is here nothing peculiar or novel in the shape of the parts
of this ventilator ; but by putting them together and moving the
screw by means of the cords, the window is opened in a more con-
venient manner than had been before done.” Erle, J., said :—
‘¢ The invention which is attempted to be protected is not within
the meauning of the statute. It is a combination of means ior the
purpose of easily admitting air and avoiding & downward draught,
and there is a skilful configuration to gain this end. The parti-
¢ular shape or configuration is wholly unimportant in producing
that effect. A square or circular frame, or a straight or crooked
screw, would produce exactly the same result. If the prosecutor
does really show any configuration producing a useful result, then
he fails in making out any infringement, because there is no doubt
that the shape of the defendant’s instrument varies materially
from that registered, the one pane being nearly square and the
other oblong, and the screw being straight in the-one case and
crooked in the other. What the prosecutor intended to protect
was & combination producing a valuable result.”

Moody v. T'ree (y) 18 a later case. The design registered was for
a picture of a basket, and underneath the basket was the state-
ment * claim for pattern of a basket, consisting in the osiers being
worked in singly, and all the but-ends being outside.” The
Divisional Court (Pollock and Vaughan Williams, J.J.) held that
plaintiff had registered a process or mode of manufacture and not g
design. Pollock, B. said ‘‘ It appears to me to come to thig:—
that where you have a subject matter registered under the Designs
Act as a design you have no right to enquire with reference to its
utility, either per s¢ or when compared with other designs which

(x) 20 L. J. M. C. 178, (v) (1892) 9 R. P, C, 233,
E.D. C

Basket case.
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have preceded it ; because it is not the subject matter of & patent

that is being discussed, bnt it is the subject matter of a design,

and the Designs Aect was intended to add to the Patent Act by

making that which was not patentable the subject of a design.
Now there may be many things which might be said to answer
both purposes: A man might register a design for £ doorway
made with bronze, and made with a figure of the Apolla Belvedere,
that might or might not be better or worse than a doorway that
had preceded it; but it would be foreign to the question al-
together whether it was properly the subject matter of a design,
and whether it was new as a design under this Act, although it
had none of those advantages. The only question then would be
this : you must use your eye and say, looking at the figure or the
design, whether it is new or it is not, and beyond that you can-
not go.”” And Vaughan Williams, J., says, ‘““In my view the
design within the terms of that definition must be capable of an
existence outside the article itself altogether. It must be some-
thing that one can apprehend and something which if one has it
presented to one’s eyes, one can see externally to the arficle to

~ which it is to be applied or to which it is intended to be applied.

It that view is right a mere mode of manufacture is not a design at
ell. It is not something which is capable of existence as a pattern,

‘or a8 & shape or configuration, or as a piece of ornamentation to be

applied to an article or class of articles.”

In Cooper v. Symington (2) & laced corset was in question. The
old laced corset had busks which were either sewn into the
front of the corset or were laced in, so as to be easily removable by
running lacing at the outer margin of the busks; in the former
case the corset was sometimes fastened together by lacing the two
inner margins of the busks, in the latter the means of fastening
was by hooks and eyes. In the registered corset the busks were
laced in and were thus easily removable, but the lacing was
diagonal and was at the inner margin of the busks, and when
closed this diagonal lacing gave the appearance of a corset being
laced together, though the corset was really fastened by studs and
clasps. The corsets when sold had placed on them a ticket with
the words ‘‘new method for removing and re-fitting busks for

(z) (1893) 10 R. P. C. 264.
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repairs, &c."”” Chitty, J., held that there was here no subjeot-

matter for registration n-. u design.
Walker, Hunter & Co. v. Falkirk Iron Co.(a) is an important Raugo fire.

case. The registered design was for a ‘‘range fire-door with door case,
moulding on top, moulding forming part of range, shape to be
rogistered.” The fire-door was intended to fit into the range and
the moulding on the top corresponded to and ran flush with the
moulding on the front of the hob when the door was closed ; the
useful purpose was thus accomplished of closing the spuce between
the hob-plate and the top of the fire-box. It was objected (1) the
subject was one for a patent and not for registration, and (2) that
the design was for a part of an article and not for a complete
article, but both objections were over-ruled by Lord McLaren, and
on appeal Lord Shand says :—‘‘ Now, it is quite true the subject
of registration must not be an article of manufacture itself, but a
design to be applied to an article of manufacture or substance for
pattern, shape, or ornament, and also that the bhranch of the
Statute which relates to the registration of designs does not afford
or profess to afford protection to any mechanical principle or con-
trivance directly. The Act on this branch gives protection only to
the shape or configuration, or to the design for the shape or con-
figuration, in such a case as the present. The result of such pro-
tection may be, however, to secure important advantages such as
attend a mechanical contrivance, if these advantages should be
the result directly or indirectly of the shape or configuration
adopted. 'Thus, in the present case, the new shape of fire-range
door with the moulding as part of it has the particular advantages
over the old shape of door which I have already noticed. Thege
are not directly the subject of protection, but, inasmuch as they
are dependent on and inseparahle from the shape or configuration,
they are indirectly secured by the registration of the design., It
may be quite true that in place of registering the design for its
shape and so gaining protection for a period of five years, the
pursvers might rather have applied for Letters Patent and protec-
tion for the longer period of fourteen years for improvements in the
manufacture of fire-doors for convertible fire-ranges, and have
made not the mere shape but the mechanical action or contrivance

(a) (1887) 4 R. P, C. 391.
c 2
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the subject of protection by Letters Patent. But, assuming that
such Letters Patent might have been obtained, and that there was
novelty, not only sufficient to validate the registration of the
design, but to create an effectual patent, this would not, in my
opinion, lead to the result that the design was not a proper subject
for registration.” The other members of the Court (The Lord
President, Lord Mure, and Lord Adam) agreed with him,

In Hecla Foundry Co.v. Walker, Hunter & Co. (b) the samo
subject came before the House of Liords. The same fire-door was
in question. ILord Herschell, quoting with approval the above
quoted remarks of Lord Shand, also said :—‘‘ By section 60 of the
Patent and Designs Act of 1888, ¢ design ’ is defined as meaning
any design applicable to any article of manufacture or to any sub-
stance, ¢ whether the design is applicable for the pattern, or for the
shape or configuration, or for the ornament thereof.” In the
present case the applicant declared that it was for ¢ the shape’
that he degired registration. Under the Designs part of the Act of
1883, I do not think the object which the designer has in view in
adopting the particular shape, or the useful purpose which the
shape is intended to serve, or does serve, ought to be regarded in
considering what 18 the design protected. The scheme of this part
of the Act is entirely different from that relating to patents for in-
ventions, where the object attained by the invention for which the
patent is granted 1s, of course, very material to the inquiry what is
its subject matter, and whether there has been an infringement. I
cannot agree, therefore, that the registration was claimed, or could
be claimed, ‘ not for the particular moulding’ but for the form
given by placing ‘any suitable moulding ’ upon a fire-door in the
described position, or that a privilege was granted ‘for putting a
moulding upon a fire-door in such a manner as to accomplish’ a
particular object. I think the protection was granted for the
shape, and for that alone, and that in such a case, when an in-
fringement is alleged, the only question is, whether the shape of
that which is impeached is the same, or whether the one is an
obvious imitation of the other, without reference to whether it does
or does not accomplish the same useful end.”

(b) (1889) 14 Ap. Ca. 560 ; 59 L, J. P. C. 46 ; 6 R. P.C. 554.
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In Saundersv. Wiel (¢) Cave, J., said :—*‘ The design was one for
the handles of spoons, and it purported to represent a particular
view of Westminster Abbey. It was contended that that was not a
design which could be registered. Section 60 of the Patents,
Designs, end Trade Marks Act of 1888, dofines a design as being a
design applicable to any article of manufacture, or to any substance:
¢ Whether the design is applicable for the pattern, or for the shape
or configuration, or for the ornament thereof.” Now this is a
design of & spoon handle, which is applicable to the shape or con-
ficuration, and is undoubtedly for the ornament at the same time
of the spoon, and I cannot see why such o design should not be
registered. All the authorities appear to me to be in favour of the
right to register it.”” And Lindley, L.J., says: (d)—* Now taking
those two sections together, what we have to consider is this:
Whether this registered design—for a design of some sort, of
course, it is—is a design applicable for the pattern and for the
shape to things in Class 1, and in particular forks and spoons, and
whether it is & new or original design not previously published
in the United Kingdom. Now, why is it not? Has such a
design applicable to metals ever been secen before? If you
ask that question, you are told this:—Yes, if you mean by
design public buildings or if you mean cathedrals and churches,
they are common enough : therefore, there is no novelty in
the idea. But if you ask a little closer whether anybody has
previously taken this particular aspect of Westminster Abbey
and used it as a design applicable to things in Class 1 or
to any things like it, the answer is ‘No, that is new and
never has been published before.” That answer seems to me to
bring the plaintiffs’ case within the Act of Parliament; and, I
think, the answer to the argument adduced to us by Mr. Aston
and Mr. Danckwertz is this: They go by steps and say the Abbey
is not a design within the meaning of this Act of Parliament. In
one sense, of course, it is a very valuable design. If an architect
wasg thinking about building an abbey, having Westminster Abbey
before him, it would be a very valuable design; but it is not &

(¢) (1893) L. R. 1 Q. B.470; 62 L. J, Q. B. 341; 9 R. P. C. 467 and 10
R. P. C. 29.

(d) 10 R. P. C. 32.
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design within section 60 until you come to apply it as a design to
gome article of manufacture, and, therefore, you cannot say that
abstractly, and as a general proposition, Westminster Abbey is a
ﬁgﬁgﬁgz:g; design. Then Mr, Aston says ‘ Well, but the photograph is.’
within the  The answer is the same. No, the photograph is not: until you

Acts, apply it to something the photograph is not a design within this
Act, whatever it may be in other Acts.”
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CHAPTER III.

NOVELTY.

IT is provided (a) that to qualify for registration a design must
be “ new and original and not previously published in the United
Kingdom.” A design which has been published is not novel;
but the words are ‘‘ new and original,” coupled with the phrase
‘“ not previously published.”” It is clear that the invention of a
design, kept secret, does not act as a bar to the registration of
the same design by any subsequent independent inventor (D).
What is requisite therefore to take a design out of the class of
designs ‘“ new and original and not previously published "’ is that
the same or substantially the same thing should have been pro-
duced previously in such manner as to become public property.
In every case prior publication 1s fatal ; previous invention uncom-
municated to the publie is not.

We shall therefore treat of the subject of Novelty here under the
titles of—

(1.) ““New and original,” which involves the consideration of
how far a given design is the same or substantially the same
as other existing designs ;

(2.) ‘“ Publication,” which involves the consideration of what
amount of publicity i in law sufficient Lo amount to previous
publication.

In treating of these questions assistance can frequently be de-
rived from patent law authorities.

(@) 1883, sect. 47 (1).

(b) See Bentley v. Fleming, (1844) 1 Car. & K. 587 ; Lewis v. Marling, (1829)
1W, P.C. 493, 10B. & C. 22.
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I. NEw AND ORIGINAL.

Whother any distinction was intended to bo mado between these
terms does not seem clear. Manisty, J., on one occasion (¢) used
words which secemed to imply that he thought there was a differ-
ence in meaning between them. Speaking of a new combina-
tion of well-known parts, he said: *‘It was not what I think
the Act of Parliament means by an original design—that is
to say, suppose there had mever been any ornamental tiles,
and a designer had designed this very design—that would
have been original.”” The matter does not seem to be very
important.

In determining whether a given design is new and original, the
cases on patents must not be followed too closely; there is no
complete analogy iu this respect between copyright in a design
and in & patentable invention (d), and the Act will not be construed
as strictly as in the case of patents (d). The rules relating to
designs may be stated thus :—

1. The novelty required must be in the application of the
design and not in the design itself—i.e. novelty in the idea is not
necessAary.

The leading case upon this point is Saunders v. Wiel (¢). The
facts were theso: The plaintiffs registered a * pattern or shape of
spoon or fork handle in metal.” The registered design consisted of
the shaft of a spoon, and on the top of it a representation of West-
minster Abbey seen from a particular point of view ; the two towers
and the pinnacles were there, and the transept with buttresses. The
design was copied from a photograph taken from a particular point
of view. Cave, J., and the Court of Appeal decided in favour of

the novelty of the design. Bowen, L.J., says (f): ‘‘ The argument
of Mr. Aston really does come to this, it seems to me, that what

(c) Sherwood v. Decorative Art Tile Co., (1887) 4 R, P, C. 207, 209.
(¢) Harrison v. Taylor, (1859) 29 L. J, Ex, 3, 4 H. & N. 815, 5 Jur. (N.8.)

1219 ; Lazarus v. Charles, (1873) 16 Eq. 117, 42 L. J. Ch. 507 ; Moody v. T'ree,
(1892) 9 R. P, C. 333, 334.

(¢) (1892) 9 R. P. C. 467,10 R. P. C. 29; (1893) 1 Q. B. 471 ; 62 L. J. Q. B.

341.

(f) 10 R. P. C. 33.
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the Act requires is novelty in the idea itself. That is not the
language of the section, in the first place. It is novelty or
originality in the design: that is to say, in a combination calcu-
lated to produce & particular end—novelty in the way in which the
iden is to be rendered applicable to some special subject-matter. . . ..
You must rogard it and tost its novelty throughout as & novelty
which is expected and demanded from a design which is intended
to be applicable to an articlo of manufacture. When you get thus
far, it is obvious, in the first place, that Westminster Abbey is not
a design. The photograph is not a design. The photograph 18
that from which the design is taken, just as, if the step of the
process of photography had been omitted, and the artist had gone
straight to the Abbey, he would have made his design from the
Abbey, but he would not have converted the Abbey into the design.
It scems to me that the mnovelty and originality in the design,
within this section, is not destroyed by its being taken from a
source common to mankind, which was part of the ingenious argu-
ment of Mr. Aston. The novelty may consist in the applicability
to the article of manufacture of a drawing or design which is taken
from a source to which all the world may resort. Otherwise it
would be impossible to take any natural or artistic object and to
reduce it into a design applicable to an article of manufacture,
without also having this consequence lollowing, that you could not
do it at all, in the first place, unless you were to alter the design
50 as not to represent exactly the original ; otherwise, there would
be no novelty in it because, it would be said, the thing which was
taken was not new. You could not take a tree and put it on a
spoon, unless you drew the tree in some shape in which a tree
never grew ; nor an elephant, unless you drew it and carved it of
a kind which had never been seen. An illustration, it seems to
me, that may be taken about this is what we all know as the
Apostles’ spoons. The figures of the Apostles are figures which
have been embodied in sacred art for centuries, and there is nothing
new in taking the figures of the Apostles, but the novelty of apply-
ing the figures of the Apostles to spoons was in contriving to design
the Apostles’ figures so that they should be applicable to that par-
ticular subject-matter. How does a public building differ from
that ? In no sense, it seems to me; and the photograph of a

29
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public building does not differ. The answer to the whole case of
the appellant is that it 18 not the natural object which is the
design ; that it is not the photograph which i the design. The
novelty of the design consists in 8o contriving the copy or imitation
of the figure, which itself may be common to the world, in such a
manner as to render it applicable to an article of manufacture, and
I think the learned Judge was quite right.”

It is difficult to reconcile this with Adams v. Clementson (g), in
which Malins, V.-C., held that a portrait of a well-known character,
copied from a photograph, and applied as a design upon earthen-
ware, was not a new and original design. This case was decided
under 5 & 6 Viet. ¢. 100, and not under the present Act, but unless
the wording of the former statute affected the result, it may be
regarded as overruled. In any view, it can hardly be regarded any
longer as an authority (%).

2. In the shape or configuration must be the novelty ; a new
method of appliance will not entitle a design to registration under
gsect. 47.

In Cooper v. Symington (i) it appeared that in corsets exis-
tent previous to the plaintiff’s, busks were sown in the front of
the corset or were laced in, 80 as to be easily removable by running
lacing at the outer margin of the busks. In the former case the
corset was sometimes fastened by lacing together the two inner
margins of the busks, in the latter the corset was fastened by
hooks and eyes. In the plaintiff’s corset the busks were laced iu
and thus easily removable, but the lacing was diagonal and was at
the inner margin of the busks, and when closed this diagonal lacing
gave the appearance of the corset being laced together, though the
corset was really fastened by hooks and studs. Chitty, J., held
that there was no difference in appearance and shape between the
old and the plaintiff’s corset, and that there was no novelty in the
design sufficient to justify registration. The utility of the inven-
tion is not to be regarded (k) ; though the standard of originality to

(9) (1879) 12 Ch. Div, 714 ; 27 W. R. 379.
(h) See Bowen, L.J., in Saunders v. Wiel, supra.

(2) (1893) 10 R. P. C, 264. And see Moody v. Tree, (1892) 9 R. P. C.
333.

(%) Moody v. Tree, supra. But see Tyler v. Sharpe, (1893) 11 R, P, C. 35.
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which an inventor must attuin in order to get legal . protection is in
no case a high one (1).

8. A design is not novel unless it be substantially different to
what has been produced before, having in view the purpose to
which it is to be applied. This has been laid down in many cases.

Take, for example, Le May v. Weleh (m). In that case, for a de-
sign known as the * Tandem Collar,” it was claimed that there were
these advantages: the height of the collar above the stud, the
abgence of a band, and the cutting away of the corners in segment
shape, thus giving the neck greater freedom. In other collars pro-
duced these characteristics were tc be found, though there were
differences in the proportions of the several parts. The design was
declared unfit for registration. Bowen, L.J., said: ‘It is not
every mere difference of cut, every change of outline, every change
of length, or breadth, or configuration, in a simple and most
familiar article of dress like this, which constitutes novelty of
design. To hold that would be to paralyse industry and to make
the Patents, Designs, and Trade-marks Act a trap to catch honest
traders. It cannot be said that there is a new design every time
n coat or waistcoat 18 made with & different slope or a different
number of buttons. Tailoring would become impossible if such
were the law, and 1t does not appear to me that such is the law.

There must be, not a mere novelty of outline, but a substantial

novelty in the design having regard to the nature of the article.”
And Fry, L.J., says: “It has been suggested that unless a
design precisely similar, and in fact identical, has been used
or been in existence prior to the Aect, the design will be novel
or original. Such a conclusion would be a very serious and
alarming one, when 4t is borne in mind that the Act may be
applied to every possible thing which is the subject of human
industry, and not only to articles made by manufacturers, but to
those made by families for their own use. It appears to me that
such a mode of interpreting the Act would be highly unreasonable,
and that the meaning of the words ¢ novel or original * is this:

() See per Lord McLaren in Walker v. Falkirk Iron Co., (1887)4 R. P. C.
391.

(m) (1884) 28 Ch. Div. 24, where diagrams of the collars will be found ; b4
L.J.Ch. 279; 51 L. T, (N. S.) 867 ; 33 W. R. 33.
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that the design must either be substantially novel or substantially
original, having regard to the nature and character of tho subjeot-
matter to which it is to be applied.”

This cese has been followed in Smith v. Hope (n) (a case relating
to a design for scarves), and it is in accordance with Windover v.
Smith (0), Smout v. Slaymaker (p), Lazarus v. Charles (q), and
McCrea v. Holdsworth ().

McCrea v. Holdsworth (r) was a case relating to infringement,
but the principle is in point, viz., that a design to all appearance
the same is not novel, though it may not bo identical. Lord
Hatherley, L.C., said: ‘‘If the designs are used in exactly the
same manner, a8 I hold they are in this case, and have the
same effect, or nearly the same effect, then of course the shift-
ing or turning round of a star, as in this particular case, cannot be
allowed to protect the defendants from the consequence of their
piracy.”

If o slight difference in design were sufficient to entitle the
inventor to registration, the advantages of the Act would be to a
considerable extent lost; for the same principle on which it is
determined whether there is or is not novelty, must be appealed to
to settle whether an alleged infringement is or is not in fact an
imitation.

gigzﬂacngfn- / 4. It is not necessary that every part of which the design is made
up shall be new; a combination of known things may produce a
new and original design. But the combination itself must be new;
two old designs may be combined, but if combined in the old way,
there is no novelty.. The cases upon which this proposition is
founded are :—

Honeycomb Harrison v. Taylor (8). It appeared that a well-known pattern,

pattern case.  oalled the honeycomb pattern, consisted of a certain cellular
arrangement of the surface in cells of a uniform size; and the
plaintiff designed a pattern in which large and small honeycomb
cells were arranged go that a border of the larger cells surrounded

(n) (1889) 6 R. P. C. 200.

(o) (1863) 32 L. J. Ch. 561 ; 32 Beav. 200,

(p) (1890) 7 R. P. C. 90.

(g) (1873) 16 Eq. 117 ; 42 L. J. Ch. 507.

(r) (1870) L. R. 6 Ch. App. 418 ; 23 L. T. (N. S.) 444.

(s) (1859) 29 L. J. Ex. 3,4 H. & N. 815, 5 Jur. (N.S.) 1219,
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an enclosed portion of the smaller cells; the jury found that the
design was new and original ; the Court of Exchequer set aside the
verdict, but the Exchequer Chamber restored it. Wightman, J.,
said : ¢ It is true all the component parts of it were old, but as to
the drawing itself, no one had produced such a pattern as that
before. Xt was said by one of the learned Judges of the Court
below, that the constituent parts of it were old, and the novelty
wes only in the arrangement or combination. Why? A picture
which contains within it a novel combination of old .parts is a new
drawing ; end it seems to me, if no one else has ever combined
them in the same manner, it would be a new design within the
protection of this Act of Parliament. In my opinion, it was a
question for the jury, whether substantially this was a new and
original design.”

R. v. Firmin (t). A button was made with the Royal Arms on
it surrounded with a garter bearing the inscription “ The Royal
Mail Steam Packet Co.; '’ the simultaneously applying two old
and known designs to the ornamentation of a button was declared
to be a novelty. Coleridge, J., suggested (by way of example) that
if a button were made with a picture of a jockey upon it, and
- another with the picture of a horse, a third with the pictures of
the horse and jockey combined would make a new design.

In Norton v. Nicholls (1) a design in shawls was in dispute, and
the jury found that whilst each of the elements of the plaintiff’s
shawl wes old the combination was new. Lord Campbell said :
““We do not doubt that combination may be a ¢ design’ within the
meaning of the statute, and we adhere to the decision of this Court
in . v. Firmin, ‘that a new and original combination to be
protected as a design may be the result of simultaneously apply-
ing two old and known designs to the ornamenting of a button.’
But, having regard to the language of the Act of Parliament and to
the object of the Legislature, we think that the result of the com-
bination to be protected as a design must be one design, and not
s, multiplicity of designs.”

These decisions were under -consideration in Lazarus v.

() 3 H. & N. 304 (n.); 15 J. P. 570,

(v) (1859) 28 L. J. Q. B. 225 ; 33 L. T. O. S. 131 ; 7 W.R. 420; 5 Jur. N.
S.1203; 1 E. & E. 761.
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Charles (x). Tho design in that case consisted of a double card
basket, formed of a combination of two baskets, admitted to be
weparately old in design; and Malins, V.-C., refused to allow that
there was any novelty justifying registration. Harrison v. Taylor (y)
and R. v. Firmin (2) were cited, but the Vice-Chancellor considered
that the facts were distinguishable, and he expressed himself relue.

tant to follow those cases unless ¢‘ something novel were introduced
in the combination.” He preferred the decision 1n Mulloney v,

Stevens (a), in the course of which Wood, V.-C., refused an inter-
locutory injunction on the ground that it was too doubtful whether

the mere union of old designs by a button 1s a new and originel
design. And it is to be noted that the decision in Harrison v,

Taylor was in reality but the decision of the jury. It is submitted,
on the whole, that the proposition stated above represents the stato

of the law on this part of the question (aa).
5. Novelty is a matter of fact (0). Ullimately it is to be decided

" by appeal to the eye. This has been stated over and over again,

and reference may be made to the cases in the footnote (¢). The
Court may receive assistance from exports in this matter ; in fact,
though the opinion is formed from the eyesight, it must be, if
necessary, from expert eyesight (d). The utility of the invention is
not to be regarded (¢), nor need the design have artistic merit (f).

(x) (1873) 16 Eq. 117.

() Supra. (=) Supra.

(a) (1864) 10 L. T. (N. S.) 190.

(aa) And see remarks of Chitty, J., in In re Plackett’s Design, (1891)9 R, P. C.
436 ; of Day, J.,in Heinrichs v. Bastendorff, (1893) 10 R. P. C. 160. In Hother-
sall v. Moore, (1892) 9 R, P. C, 27, Bristowe, V.-C,, gave an important judgment,

in which all the cases are reviewed.
(b) Harrson v, Taylor, (1859) 29 L. J. Ex. 3; 4 H. & N. 815; 5 Jur. N. 8.

1219,

(¢} Demartial v. Booth, (1892) 9 R. P. C. 499 ; Le May v. Welch, supra ;
Harrison v. Taylor, supra ; Tyler v. Sharpe, (1893) 11 R.P. C. 35 ; Re Bach’s
Design, 42 Ch. Div. 661; 6 R, P, C. 376 ; Iecle Foundry Co. v. Walker,
(1889) 14 A. C. 550; Re Plackett’s Design, (1892) 9 R. P. C, 436 ; Moody
v. Tree, Y R. P. C. 333.

(d) Cooper v. Symington, 10 R. P, €. 264; Harrison v. Taylor, supra; Gmftmt
v. Watson, 50 L. T. (N.S.) 420.

(¢) Hecla Foundry Co. v. Walker. (1889) 14 A. C. 550, 556 ; 6 R. P. C. 554
Moody v. Tree, uby supra. But see Tyler v. Sharpe, 11 R, P. C, 35, ‘l‘.llﬂ]ﬁlllt

case to understand.
(f) Walker v. Falkirk Iron Co., (1887) 4 R. P. C. 390,
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6. If the design be old, its application to a new substance will
not cause it to be a novelty.

In Re Bacl's Design (9) a lamp shade made of china in the
ghape of a rose was registered in one class; a design for a lamp
shade made of linen, also in the shape of a rose, had previously
been registered in another class, and Kekewich, J., decided that,
though the materials were different, there was no novelty in the
china design (b). Further, 1if the design has already been regis-
tered in one class, registration of a similar design will not acquire
the quality of novelty merely by registration in another class.
Thus in Re Read & Greswell's Design (i) T. registered a de-
sign for the pattern and shape of a flower candle shade in
imitation of a chrysanthemum in Class V. (articles composed of
paper) ; subsequently R. & G. registered in Class XII. (general)
a similar design. Chitty, J., said that R. & G.’s design was
not new and original, and added : *‘ The respondents’ design is
registered in Class XII., which is for goods not included in the
other classes, and it is argued on their behalf that although their
design may not by itself be new and original, yet that it is so
within the meaning of sect. 47 of the Act. That argument comes
to this, that where a new and original design is registered in one
class, a rival designer is at liberty to take the design and transfer
it bodily to another class, and register it in that class, or, if it be
on the register, may maintain it there. I do not think this
argument can be sustained. I suggested the case of a design
registered for jewellery, and another trader finding this to be so,
and that articles marked with such design were being put on
the market, and people were becoming generally acquainted with
the design, taking this design and registering it in some other
class of goods, such as glass (Class IV.) or lace (Class IX.), a
thing which in the case of many designs might easily be done. I
am satisfied that it was not the intention of the Legislature to
allow this to be done. The answer to the argument is to be found
really in sect. 47 of the Act, where the words used are : * Any new

(9) (1889) 42 Ch. Div. 661 ; 6 R. P. C. 376.
() And see Mulloney v. Stevens, (1864) 10 L. T. (N.S.) 190.

(¥) (1889) 42 Ch. Div. 260 ; 58 L. J. Ch. 624 ; 61 L.T. 450 ; 6 R. P. C. 471.
And see Mulloney v. Stevens, 10 L. T. (N.S.) 190.
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or original design not previously published in the United Kingdom.’
To be capable of being registered a design must be ‘ new or ori-
eina]’ in fact, and not, as is suggested, ‘new or original’ as to
some particular class of goods. It cannot be said to be new and
original if it is already being applied to articles of an analogous

character.”
But these cases must be distinguished from Walker v. Fallirk;

Iron Co. (k). There a design was registered ‘‘ for a fire-range
door with moulding on tho top, moulding forming part of rangs,
shape to be registered.” Lord Mure, expressing agreement with
the other members of the Court who uphcld the novelty of the
design, said : “ Now I think there 18 evidence to show that such g
door as this was not unknown before in certain kinds of doors, but
I am quite clear upon the evidence that it was new as applied to
kitchen ranges.” In Bacl’s case the old design was simply copied
in 8 different material : in Walker v. Falkwk Iron Co. it was
applied to a different purpose, making of the whole a new article.

II. PuBricaTioN.

(a.) By Prior User.

When a design has been exhibited or publicly used, it is, a8 a
ceneral rule, no longer a subject for valid registration. Prior user
means, not user by the publie, but user in public (); and it
means a user other than a mere experimental user.

The decisions upon this branch of the subject are to be found
mainly in cases dealing with patent disputes, but the principles
tLerein laid down apply mutatis mutandis to designs. But where
the validity of a patent is in dispute, it may sometimes be argued,
that though used in public, knowledge of the invention does not
necessarily become public property, as the means whereby the
results are produced are not discoverable by mere inspection ;
such an argument cannot from the nature of the subject be used
in a case relating to designs, and therefore decisions dealing with
that part of patent law need not be dealt with here.

(k) (1887) 4 R. P, C, 390.
(1) See (e.g.) Croysdale v. Iischer, (1884) 1 R, P. C. 17.
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The subject is illustrated in the following cases :—

Smout v. Slaymaker (). On 26th April, 1887, Smout registered
a design being a pattern of a firo-screen, made of palm leaves, to
hold a flower-pot ; the design consisted of three palm leaves tied
together in the form of the ace of clubs; it was proved that fire-
screens identical with Smout’s design had been exhibited at an
exhibition and also sold in Covent Garden before 1887 ; the design
was ordered to be expunged from the register.

In the Matter of Sherwood’'s Design (n). On 10th November a
firm of manufacturers exhibited to a customer a new globe for a
lamp stove, and afterwards supplied two new globes, which the
customer exhibited on 17th November in his shop window; the
globes had slip fittings. On 20th November the firm registered
the design of the globe, but substituted a flange at the base instead
of the slip fittings. Chitty, J., held that substitution was not
a novelty, and that the publication before 20th November was
fatal to due registration on that date.

The Lifeboat Co. Lamited v. Chambers Bros. & Co. (0). Letters
patent for a boat specially useful for lifeboat purposes were granted
i November, 1887 ; 1t appeared that the boat had been exhibited
before that date at one of the shipbuilding-yards at Glasgow, at
the Royal Albert Docks, London, and at Portsmouth ; invitations
to the exhibition had been issued, and accounts of the exhibition

appeared in the public press. No precautions were taken to ensure
secrecy. Held (in the Court of Session in Scotland) that the
invention had been used in public, and that the patent was bad.

The prior user is sufficient to avoid subsequent registration if it
enabled the public to become acquainted with the design, a result
which it seems must follow whenever a design is used or exhibited,
for with the exhibition of a design every detail of it as a design
may become known even to an unskilled person.

Whether the public have seen the invention or not seems un-
important ; the point is, was it so used that it might have been
publicly seen ? In Carpenter v. Smith ( p) & patent had been
taken out for a new lock; & similar lock had been used on a

(m) 7 R. P. C. 90. (n) (1892) 9 R. P. C. 268,
(0) (1891) 8 R. P. C. 418.

(p) (1841) 11 L. J. Ex. 213; 9 M. & W, 300 ; 1 W. P. C. 530,
E.D. D
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cortain gato in a publie plucoe for over sixteen yecars, and Lord
Abinger, C.B,, laid it down to the jury that the use of a lock in
such a situation that the public might sec it, is & public use and
exercise of the invention suflicient to avoid registration of the
alloged new lock. This particular decision seems far fetched,
But the same general principle appears to be applicable to designs.

Stead v. Williams (q) will further illustrate the statement that
user in public is publication. In that case an invention for paving
was in question, and it appeared that a pavement, said to be similar
to the one in question, had been laid down in a small covered-in
portico, a porch to the private house of Sir William Worsley, It
the pavement so laid down had been found to be the same ag
that for which the patent was claimed, the patent would have
been avoided by previous user. Cresswell, J., said : “ I should
say, in point of law, that makes an end of the patent, because
that appears to have been introduced by Sir William Worsley,
or to have been used by him in public—not concealed—no secrecy
about it—made known to all persons who came to his house, so
fur as their ocular imspection could make them. It was in-
tended to be public, not to be made a matter of merchandise
certainly, but merely for his own private use; but the knowledge
of it exposed.to the public an article in public use, and continued
to be used down to the time in question. Therefore, if you
think that is the same thing in substance as that which the
plaintiff claims, I think that it was publicly used before, and that
he cannot have his patent. Whether it had been used by one
or used by five, I do not think it makes any difference. If I am
wrong 1n that respeet, I have stated my opinion distinctly, and that
may be corrected. I know that it has been matter of much con-
troversy, whether that is so or not. Ihave seen some very sensible
observations upon the subject, perhaps not altogether correspond-
Ing with the view I now take of it ; but however, that is my opinion,
that if you think that pavement made by Sir William Worsley is
substantially the same thing as the plaintifi’s, then your verdict
should be for the defendants upon that issue ” (r).

(7) (1843) 2 W, P. (. 126, 136.
(r) A new trial was alterwards directed, but the principles stated in the

above extract were not impugned.  Aud sce Stead v. Anderson, (1846)
2 W. P. C, 147,
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In Itc Adamson'’s Patent (n) & contractor, engaged in the ercetion ﬁﬁzﬁhiggzrks
of n picr, used cortain newly-invented machinory on the works for '
gaveral months before applying for a patent, and during such user
it was open to tho view of the public; the Lord Chanccllor decided
that the invention had been publicly used, and refused a patent.

Other examples of publication by user wonld be offering the article

for sale(t), or making it in this country for exportation (x). In Trieyela
Brereton v. Jackson (x) a patent had been taken out for an im- ridden on
proved tricycle; one witness stated that prior to the date of the E‘,‘;ﬂ;ﬁghrm_
patent he had ridden an identical machine in the public thorough-

fare as far as Cheam, Coombe, and Malden, and had used it by day

and night ; Field, J., decided that there had been prior publication

by user.

Use of an invention invalidates a subsequent patent, though the Abandoned
original user has been abandoned (y). Experimental user, though b
made in the presence of others than the inventor, and though
continued up to the date of the patent, does not ordinarily amount
to publication (2), and the coincidence of experiment with actual E;‘;l;f’ri"'enml
immediate profit 1s not per se suflicient to make the experimental Experimental
user a publication (a). i

Use and manufacture in a workshop will or will not be publica-
tion, according to circumstances, depending mainly on whether the
manufacture is carried on with secrecy or not: see Bentley .

I'leming (b), ITumpherson v. Syer (c¢), and Westley v. Perkes (d).

User beyond the United Iingdom does not affect subsequent

revistration (¢).

(s) (1836) 25 L. J. Ch. 456.

() Oxley v. Holden, (1860) 30 L. J. C. P. 68; 8 C. B. (N.8.) 666 ; Hancock
v. Somereell, (1851) 37 Newton London Journal, 158,

(w) Curpenter v. Smuth, (1841) 11 L, J. Ex, 213 ; 9 M. & . 300; 1 W. P.
C. 530, 536.

(<) (1884) 1 R, P. C. 165.

() Houschold Co. v. Neilson, (1843) 1 W. P. C. 700, 709.

(=) See Cornish v. Keene, (1835) 6 L. J. C. P. 225; 1 W. D. C. 508 ; Jones
v. DPearee, 1 W, P, C. 122 ; Household Co. v. Neilson, (1843) 1 W, P, C. 673,
1085 Adamson’s Patent, (1856) 25 L. J. Ch. 456.

(a¢) Newall v. Elliott, (1858) 27 L. J. C, P. 337 ; 4 C. B, (N.S.,) 293.

G 1 C, & K. 587.

(c) (1887) 4 R. P, C. 407.

(d) (1893) 10 R. I. C. 181.

(¢) Act of 1883, seet. 47 (1). And see Drowne v, Annundale, (1842) 1 W. P.
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(b.) Publication in Books and Documents or to Individuals.

Whilst & design may be unfit for registration because it has
been previously used, it does not follow that every design can be
rogistered merely it i has never yet been used. Publication in
tho United Kingdom without user is amply sufficient to make it
impossible that the design should be validly registered. In the
analogous case of patents this is so (f), and with regard to designs,
this is expressly provided by sect. 47, sub-sect. (1).

Publication in Books.—The meaning of ‘‘ publication’ must be
obtained from the decided cases, and, for this purpose, those
relating to patents may be referred to. Publication by prior user
differs from publication in books, documents, &c. In the former
case user in public alone is publication ; in the latter, the publica-
tion must not only be such that the publie (i.c., a sufticient portion
of the public (/)) may acquire the knowledge, but such that the
design actually becomes part of the public knowledge (£). In the
ordinary case of a description in a book published in England, it
will be assumed that it comes to the public knowledge (/). In
Stead v. WWilliams (m) Tindal, C.J., said, if published in England,
‘““the publication makes the patent bad, but in each case publica-
tion is a question of fact—the existence of a single copy of a work,
though printed, brought from a depository, where it has long been
kept in a state of obscurity, would afford a very different inference
from the production of an Encyclopmdia or other work in gencral
circulation.  The question would be whether, upon the whole

C. 433 ; Rolls v. Isaacs, (1878) 19 Ch. D. 268; 51 L. J. Ch. 170. But sce
Lazarus v, Charles, (1873) 16 Eq. 117, 122 ; 42 I J. Ch. 507.

(f) Patterson v, Gas Light and Coke Co., (1875) 3 A. C. 239; 47 L. J. Ch,
402,

(2) Plimpton v. Spiller, (1877) 6 Ch. Div. 412 ;
v. 8alcolmson, wnfra.

(k) Per Pollock, L., in Croysdale v. Fisher, 1 R. P. C. 17. And see Plimpton
v. Malcolmson, (1875-6) 3 Ch. Div. 531 ; 44 L. J. Ch. 257 ; mere lapse of
time since tlu, inventor made the th.%r-ru will be no bar to registration,
provided it has not been published, Bentley v, Fleming, 1 Car. & K. 587.

() Plimpton v. Malcolmson, supra.

(m) (1843)2 W.P. C.126; 7 M. & G. 818; and see Stead v. Anderson,
(1846) 2 W, P, C, 147.

47 L. J. Ch. 212 ; Plimpion
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ovidence, there has been such a publication as to make the descrip-
tion o part of tho public stock of information.”

Publication in a book then will be publication sufficient to

svalidate the registration of a dusign, e.g., where the design has
previously been described in an English book open to the world (n).
Thus an alleged invention published in Emerson’s book on
Mechanics before the date of the patent obtained for it, was de-
cided to be not patentable (o). The following cases may be
referred to :—

Lang v. Gisborne (p).—A book was written in French, and it i}llg:git"“ti"”
appenred that in England four copies at least had been sold, one of Four copies of
theru being to the librarian of the University Library, Cambridge. 20%1{:"'(‘:1311; ]t’{?“k
It was decided that the contents of that book had been published in librarian, held
England, so that the information contained in it had become common publieation
property. Sir John Romilly, M.R., said that, * a publication, how-
ever, takes place when a person who is the inventor of any new
discovery, either by himself or by his agents, makes a written
description of that, prints 1t in a book and sends it to a bookseller
to be published in this country. It is not at all necessary to
cstablish the fact that one volume of that book has been sold; as
soon a8 an inventor informs the public of what his invention 1s
and publishes that in a book, which he sends to a publisher to sell,
the moment that book 1s exposed in the shop for the purpose of
purchase, then that becomes a complete publication in point of law.

I wish to state it as broadly as I can because, in case this matter
should go further, it is desirable that there should be no ambiguity
as to my opinion with respect to the law. That would be the effect
if it were the publication of a book in England by an English in-
ventor, and there 18 no difference when the inventor is a French-
man or any other foreigner who publishes a book in his own
language, but sends it over to a bookseller in this country for the
purpose of being sold. As soon as the book comes to this country Offer of books

to be sold, and is offered for sale in the public shop of a bookseller, {ﬂiﬁ?ﬁ{;ﬁ

: id to b
(n) Cornish v. Keene, (1835)6 L, J. C. P. 225; 1 W. P. C, 508, ;?:Llic{:;,tiin

(0) Rex v. Arkwright, (1785) 1 W, P. C, 64; 1 Carp. P. C. 53; and see prr Romilly,
Jones v. Berger, (1843) 12 L. J. C. P. 179; 1 W. P. C. 544 ; Harris v. Roth- M-%-
well, (1887) 356 Ch, Div. 416; 56 L. J. Ch. 459; 4 R. P. C. 225 ; Stead v.
Anderson, 2 W. P. C. 151.

(p) (1862) 31 L. J, Ch. 769 ; 31 Beav. 133,
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then that becomes a publication of the invention, assuming it to be
a clear and accurate doscription of the invention in question. It
would bo impossible to arrive at any other result without producing
the most inextricable difficulties in law. It would be difficult to
ascertain how many persons had bought the book, though the pur-
chase of the book would be nothing if they had not read the contents.
It would be impossible to say to how many persons the purchager
had lent it, who had read it. Intho present caseit has been proved
that a public library in one of the large universities in England had
actunlly bmight the book. It may bo that a thousand persons had
read it and considered it before this invention had taken place : but
how can that by possibility be proved ? The Courts would be in-
volved in inextricable difficulty if the burthen of proof were thrown
on a person who had made public an invention as far as he was able
to make it public, to shew that the public themselves had appre-
cisted it by buying the book or making 1t common to other
persons.’’

In Plimpton v. Malcolmson (q), a book was deposited in the
Patent Office library on 20 July, 1865, but in what part was

unknown, and it was not catalogued nor entered in the list-

of donations. It was then taken to a private room and re-
mained untouched, unread, and unlooked at till 1875. Jessel,
M.R., held that the contents had not been published up to
1875. He said, “ The case goes to this, that a book must be made
public to such an extent as to be generally known among persons
practising in such matters. It is, therefore, not merely publica-
tion, though, as a general rule, according to the Household Coal
and Iron Co. v. Neison (1 Webs. P. R. 673, 718, n.), when you say
a book is published, and nobody contests it, you assume that several
copies have been printed and circulated, unless somebody asserts
the contrary. But, as regards the law, you must go a step further.
Does that doctrine, therefore, apply to a case of this kind? There
18 one copy of the book which is all that has ever been printed or
published; and thet eopy of the book was always kept in the ‘back-
parlour of the bookseller’s shop, and never was seen, as far as the
evidence went. Would that satisfy the doctrine ? Clearly not.
Even although & book was published, and, in the technical sense,

(g) (1876) 3 Ch, Div. 631 ; 44 L. J. Ch, 257.
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published in England, it does not satisfy the conditions ; it has not
become part of the public knowledge ; it i8 not knowledgo in the
possession of the public. And, therefore, if in the cases I have
cited the patenteo had given evidence to shew that tho day after
the publication in England of 500 copies, 499 had been destroycd,
and the remaining one had been put aside by the bookseller in his
back-parlour, and never circulated, though if somcbody had asked
him he would have been willing to sell the book, I am satisfied, from
what I have read of the opinion of those learned Judges, they would
~ all have decided that that was not made publicly known, so as to
be part of the public possession and part of the public knowledge.”

Referring to Lang v. Gisborne (qq), he says: ¢ Suppose tho
bookseller had put one volume in his shop-window as exposed for
sale for one day, and the next day by direction of the author, de-
stroyed all the volumes, that would not do, and I do not think that
Lord Romilly intended that it would. These are general observas-
tions, not to be read in that strict literal sense, but in this sense :
that, 1f & man publishes a book, that is a large number of copies, and
sends them to booksellers for sale, and they are, for a reasonable time,
“exposed in the window, so that you may infer the people have known
and seen them, and may reasonably so infer, though you do not prove
one has been sold—if the other side cannot prove that one has not
been sold, you may reasonably infer that some of those books have
beecn sold. If he means anything more than that, I humbly
dissent from it ; and I say that my decision is supported by the
previous decisions to which I have referred, because I am clear
that, if it were shewn that no copy had ever got into the hands of
the public, and the public knew no more about it than seeing the
back of the book in the bookseller's window, and every copy could
be accounted for, and that none had been sold though exposed for

sale, that would not be a sufficient publication to avoid a subse-
quent patent.,”

Plunpton v. Spiller (). The facts in this case were similar 10 Book held

not to be
accessible to

sub-librarian had seen the book in a corridor open to the public Public.

those in the last-named : but in addition it was shewn that a

leading into the public room of the old Patent library. 'When

(qq) 31 L. J. Ch. 769.
(r) (1877) 6 Ch. Div. 412 ; 47 L. J. Ch. 212,
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F
the new Patent Office library was opened, the book was placed

in a room upstairs, and not in tho principal room. The Court
of Appeal decided that tho book had never been published i
any sense in which it could be construed to be accessible to
the public. James, L.J., said: ‘I should, if it were necessary,
desire much further time to consider whether, cven if it were
proved that the book, onc copy of which had been sent over
as a present from a gentleman in America, was on tho shelf
in tho library between the 20th of July and the 25th of August,
that would be a sufficient publication, and would be such an
addition to the stock of common knowledge in this country as
would have prevented a man from being the first and true in-
ventor of this patent; such an addition to the stock of common
knowledge as a man was not cntitled (to use the language of
one of tho cases) to deprive the public of.”’ And Brett, I.J.,
suys: “ I cannot agree with Mr, Davey when he says that it is
sufficient to shew that the thing has been printed in a book, and
that the book has been so placed that it might have been known to
the public. It must be not only printed in a book, but that book
must be placed in such a position and so used that you may fairly
infer or assume that the contents of the book have become known
to a sufficient number of people. Therefore, when you prove that
this book was put in the Patent Library, I care not into whut part,
I do not say that is no evidence of its having become known to the
public, but I say that when you have other facts which shew that
although it was put into the Patent Library the proper inference is
that nobody ever did see it there or elsewhere, then, although it has
been in one sense, if you please, published, or in one sense, if you
please, intended to be dedicated to the public, all I can say is that
the public have not been able to take advantage of the dedication or
the publication, and therefore you do not shew that it was known to
the publie.”

Otto v. Steel (s). One copy of a French treatise was placed in the
British Museum library in 1868, and that one copy was the only one
proved to be in England prior to 1876. The catalogue referred to
it, and it was placed in its proper place in the library. Readers
would find the book in the catalogue only under the author's name,

(s) (1885-6) 31 Ch, Div. 241 ; 55 L. J. Ch. 196; 3 R. P. C. 109.
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and it was not placed in a part of the library where they could get
at it without special assistance. Pearson, J. refused to find that
tho book had been published in such a manner that there was a
reasonable probability that any persor might have obtained know-
ledgo from it, and, therefore, that the presence of the book in the
Museum did not invalidate a patent granted in 1876 (f).

IHurris v. Rothwell (1),  Two specifications in German of Grer-
man patents were deposited in the Patent Office library some two
years before o patent for making the same article was granted
Fngland. Entrics of such specifications were duly published in
the DPatents Jowrnal amongst German Patents, and described, o
footnote stating that tl.ey might be consulted at the Patent Olfice
library. The Court of Appeal, affirming Chitty, J., held, that the
German patent had been published in England, and that the sub-
sequent putent was therefore bad. Cotton and Lindley, 1.JJ.,
were of opinion that had the existence of the deseription of the
prior invention been unknown, the invention could not be said to
have been previously published, and distinguished the present case
from those above-named, as in the Plimpton cases the book was not
known to be in the Patent Oflice library, nor 1in the Otlo casc was
it known to be in the Museum library. Lopes, L.d., said : ** Can
the plaintifi’s assignor be said to have increased the stock of human
knowledge, to have given the public any information which they
did not previously possess if, at the time of filing his specification,
there existed in the library of the Patent Office, unreservedly open
to the publie, specifications describing 1n identical terms the same
invention? The public were then possessed of the information
contained in the plaintiff’s patent ; it was on the shelves of their
public library-—a library in the Patent Office—the place of all
others devoted to information relating to inventious; the place to
which anyone wanting information on such subjects would resort.
Why should the public be precluded from the right of using the
information of which they were then in possession? 1 think

(t) And see Heurteloup’s Patent, (1836) 1 W, P. C. 5563, 1If a book is in the
Bntish Museum, is there a presumption that 1t has been read? Probably not.
Otto v. Steel, 31 Ch. Div. 245 ; but see Jessel, M.R., in Plimption v, Mal-
colmson, 3 Ch. Div. 660.

(u) (1887) 356 Ch. Div. 416,56 L. J. Ch. 459, 4 R. P. C. 225,
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directly the Geerman specifications wero deposited in the library of
tho Patent Office, and beeause unreservedly accessible to the publie,
there was a complete publication of the invention in this country,
and it became the property of the public. If this case had begy
tried at Nisi Prius, and the defendant had given evidence of thq
deposit of theso German specifications in the library at the Patent
Office in the way mentioned in this case, 1 think the Judge shoulqd
have at once told the jury that tho evidence of prior publication, if
they belioved it, was conclusive, and they must find accordingly,
In my opinion the depositing the specifications in the library of the
Patent Office in the way described was itself a publication of the
invention contained in them, and I think that the invention was
then dedicated to and became the property of the public.”

Some questions may arise when the book is published in g
foreign language. In the cases of Lang v. Gisborne () and Otto
v. Stecl (y) the publication was in French, but no point arose upon
that. The same may be said of Harris v. Rothwell (), where the
specification, held to amount to prior publication, was written in
German. In Heurteloupe’s Patent (a), the deposit of a foreign
work 1n the British Muscum invalidated a similar patent sub.
sequently obtained in England. In the United T'elephone Co. v.
Harrison (b), an invention was described in a paper, written in
German, in a scientific journal, and was illustrated by figures. A
copy of the journal was in the Patent Office library, and also in
the library of the Institute of Civil Engineers, and there open to
members and to certain others. It was catalogued only under the
title ““ Journals.” A telegraphic engineer saw this journal, and
from the technical terms used, and the illustrations, was able to
understand the invention; F.y, L.J., held, that the invention had
been published.

The prior publication of a design will be a bar to registration of
the subsequent one, if it substantially gave the information to the
public (¢). Nor is it necessary that the publication should be such

(=) 31 L. J. Cl. 769, 31 Beav. 133.

(y) 31 Ch. Div, 241 ; and see Picka.d v. Prescott, (1892) 9 R. P. C, 195
L. R. A, C. 263.

(z) Supra, () 1 W, P. C. 553.
(b) (1882) 21 Ch. Div, 729, 51 L. J. Ch. 705.
(¢) See case cited alove,
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as to guido an ordinary member of the public how to make the
design : it- suffices if the information given enables those con-
corgant with the subject to follow the method (d). On the other
hand, o mere barren suggestion in a book will not prevent registra-
tion of o practical application of the idea. Grove, J., in Philpott v.
Hanbuwry (¢) says: ‘I am willing to rest my definition or descrip-
tion of what anticipates a patent on this: that there must be a
publication which, when read by persons versed in the trade, skilful
and well acquainted with the trade (I might even limit 1, perhaps,
to those in the trade who are most skilled-—the higher class of
skilled workmen), would enable them to understand it. If it be
such, it anticipates the patent. If it 18 a mere suggestion, if it is
so erroneous in the description, that they cannot, by reasonable
application of the mind, find out what it means, it does not antici-
pate the patent. But if it reasonably discloses what the invention
is, so that a person skilled in the trade can practise the invention
from it, then I am of opinion that there is anticipation.”

The cases are difficult to reconcile, if the question be regarded
as of one of law. The true rule seems to be that in each case the
question is one of fact. The Plimpton cases and Otto v. Steel do
not really conflict with Lang v. Gisborne, or with Harris v. Roth-
well. In the two former cases, the book, though in the libraries,
was never consulted, because really not accessible; in the latter
cases, the books, if not consulted, were accessible. All that has
to be determined is, whether the public had already the information
professed to be given for the fHrst time by the patentee. This is
really a question to be answered by the jury, if there be one (f).

Publication to Individualsi—Although a design has not been
published in any book, it may still be incapable of registration, on
the ground that it has been communicated orally or otherwise to
some person who is'not in a confidential relation to the inventor.
The cases which follow shew that there is a publication whenever it
18 the falr conclusion from the evidence that some English people,
under no obligation to secrecy, arising from confidence or good faith

(d) See remarks of Jessel, M.R., in Plimpton v. Malcolmson, 3 Ch. Div.
556, 558, 44 L. J. Ch. 257.

(e) (1885) 2 R. P. C. 33, 43.

(f) See 1 W, P, C. 719 (n).
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towards the owner of the design, knew of it at the date when thg
application for registration was made (g). If, howeover, the persop
to whom tho communication is made is under an obligation to
secrecy, the statement to kim will not be a bar to registration of
the design, unless he breaks the confidence reposed in him (k).

In Blank v. IFootman (i) the inventor of a design shewed it to
and consulted Hummel, his sole agent, and the agent consulted
another person, and also shewed 1t to two customers, and asked
them for orders; Kckewich, J., decided that a registration sub.
sequent to the datc when the design was shewn to the customers
was invalid. On the other hand, he decided that the communica.
tion to the agent would not affect a subsequent registration. He
said, after quoting Bowen, L.J. (in Ilumpherson v. Syer (£)) : ¢ The
patentee, whether it be a chemical patent or a scientific patent ora
machinery patent, frequently (generally I might say) 1s unable to
carry out the manufacture of the patented article in all its details
himself personally. He must employ others, and for that purpose
the Lord Justice says he is entitled to do so without in the slightest
degrec damaging his patented rights to claim protection, provided
it is done confidentially. It is a step further to say that a man like
Mr. Blank is entitled to take into his confidence a man like Mr.
Hummel, who is only a commission agent, a man through whom
the profits are to be made. He does not occupy, to my mind, a
position at all similar to that of the shopman. But I think it is
only a fair stretch of the same principle to say, as I have already
said, that I think a man in Mr. Blank’s position might consult with
those through whom he would put goods on the market, particu-
larly, as I say, having regard to the relation existing between them,
and doing it confidentially, without avoiding his rights to bc
obtained by registration.”

In Winfield { Sonv. Snow Brothers (1) it appeared that Major, a
buyer for Messrs. Olney & Sons, suggested to plaintiffs to produce

(7) See Fry, L.J., in Humpherson v. Syer, (1887) 4 R. P. C, 414.

(h) 1bid, p. 416.

(z) (1888) 39 Ch. Div. 678, 57 L. J. Ch. 209, 36 W, R. 921, 59 L. T. N. S.
567, 5 R. P. C. 653.

(k) (1887) 4 R. P, C. 413.

() (1891) 8 R. P. C. 15
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lace of o certain pattern, and the plaintiffs had a design prepared,
from which they manufactured a sample, and shewed it to Major.
He gave an order for 12,000 yards, and took away a piece as a sample.
The design was registered, and subsequently the bulk of the lace was
delivered; it was decided by Hawkins, J., that the registration was
bad, tho disclosure to Major being a publication. The Judge said
that the argument for the defendant was “ that that which took place
between Mr. Winficld and Mr. Major was no publication, but a mere
confidential communication with a view to ascertaining from Me.
Major himself whether his suggestion made at their first interview
had been carried out by the designer, and whether the specimen of
lace manufactured from that design was such as to be likely to suit
the spring market, with a view to registration of the design if his
opinion were favourable. Had such been the sole character and object
of the communication I should undoubtedly have held that it did not
amount to such a publication as to defeat the subsequent registration,
for I should, under such eircumstances, have looked upon the pro-
duction of the specimen of lace to Mr. Major as an exhibition of it
with a view to seeking the advice of an experienced friend without
any reference to the employment as buyer to the firm with which
he was connected, and the more particularly should I have thought
&0 hud Mr., Major been made awarc of the plaintiffs’ intention to
register the design.” This case is an authority for saying that the
fact of dealing commercially with a design amounts to s, publication
vitlating any subsequent registration ().

In Hewnrwchs v. Bastendorff (n) H., previously to registering his
design, and whilst perfecting it, consulted D. (with whom H. had
trade relations) and sent him samples for inspection. D. slightly
altered the samples, and returned them ; eventually, but after
registration, D, bought some of the designed goods; Mr. Justice
Day held, that there had been no publication under these circum-
stances.

Brett v, Lulectric Telegraph Co. (0). Plaintiffs obtained a patent
on 11th February. Omn 25th January M. entered into an agrecnent

(n) And see Morgan v, Sewward, (1836) 1 W. P, C. 170,194, 195; 6 L. J.
Ex. 153 ; 2 M. & W. 544

() (1893) 10 R. P. C, 160.

(o) Norman on Designs, p, 7; Times, 24th May, 1847.

45

Commereial
dealing with
design,

sample sent
for inspection
only.

Confidential
trinl of
invention.



46

Design
exhibited by
traveller
before regis-
tration.

Gun made in
open shop
without any
secrecy.

NOVELTY.

with the defendant company, authorising the company to use hig
invention, which was practically identical with that of the plaip.
tifi’s. By the terms of the agrecement the company was to try the
invention by use for a certain time, and then either adopt it, op
refuse to use it permanently ; in such case the company was to keep
the invention secret from all persons whatever. It was decideg
that the transaction between the company and M. did not amoyp;
to publication so as to avoid the plaintiff’s patent.

Hunt v. Stevens (p).  This case reforred to a design for a pgg
chandelier, and it appeared that before registration the plaintiff
had been in the habit of placing the designs in the hands of theiy
travellers, who took them about for the purposes of obtaining ordors
prior to their registration. This was held to be a prior publicatioy
of the design. |

In Bentley v. I'leming (q), & machine was lent to a sccond person
to have 1ts quality tested, and that person used it for some weekg
in & public work-room, and the Judge was of opinion that there hagd
been no publication. The report, however, is very short, and the
decision, 1t 18 submitted, cannot be much relied upon. In IWestley,
Richards & Co. v, Perkes (r), it appeared that a gun was made in
open shop, without any injunctions as to secreey ; it was known tg
many of the workmen, and was sold. On these facts, Kay, L.J,,
found that the invention had been published. AMorgan v. Sea.
ward (s) was distinguished on the ground that in that ease the
enginecr who was instructed to make the wheels there in question
had instructions to act secretly, and did so.

In Humpherson v. Syer (t), S. took out a patent, and afterwards
sent for Widmer, who was a tradesman making water waste pre-
venters, and whom he instructed to make for him a thing to pre-
vent the waste of water, and to discharge the water in a proper
way ; and he directed him to make it in accordance with a model
which had been prepared by a young man named Clark in the
service of the defendant, That had a valve, and also had a lever,

(» W. N, (1878) 79.

(¢) 1 Car, & K. 587.

(r) (1843) 10 R. P. C. 18]1.

(5) 1 W, P. C. 170, 2 M. & W. 544.
(¢) (1887) 4 R. P. C. 407.
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a0 that the outer cap might be raised ; but he told him to make
o without that cap at all. The question was whether, having
regard to the fact that Widmer received those iustructions, and
rocoived tho information to make the machine like that of the
plaintiff which the defendant was now making, that can be
considercd as a publication, having regard to the fact that
widmer had what be did make made in his public warehouse and
exposed in his shop. Widmer was not a servant of S.’s, but a
tradesman. Bowen, L.J., said : ‘‘ I put aside questions of public
use, and treab this as a question of whether there has been a prior
publicution; that is, in other words, had this information been
communicated to any member of the public who was free in law or
equity to use it as he pleased. Was Widmer a person to whom
this communication had been made in a manner which left him free
both in law and equity to do what he liked with the information.
If so, the information, of course, had been given to a member of
the publie, and there was nothing further to serve as consideration
for any patent. The question 1s not a very casy one to settle as
recards Widmer in my view. It 1s perfectly true that Mr. Widmer
said, and Me. Syer adopts the view, that there was no secreey about
the employment of Mr. Widmer to make a particular article. But
it secms to me one must look at the whole case, and ask oneself,
not merely by the light of what they say were the oral instructions
which passed between them, but also by the light of the understood
relations between the two men, whether Widmer really could, in
zood faith, have disposed of the information which he received from
Syer after he received it—whether he could have used it for his own
purposes against the person who gave 1t him. I think when a man
sends a patent to be made to a shop, you must take what passes
orally ; you must take all the circumstances of the case, and ask
yourself whether there was any confidential relation established be-
tween the two parties—whether 1t was an implied term of the
employment that the information should be kept by the shopman to
himself, or whether he might afterwards, without any breach of
cood fauith, use the matter, and use it as he chose.” Fry, L.J.,
thus deals with the point: after finding on the evidence, that Wid-
mer made the machine without any obligation to secrecy, he pro-
coeded: “ But supposing that I am wrong in that, and supposing

A7
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that Widmer was under an obligationto scerecy, that obligation wyy
broken by him, because he made the machine in the open shop,
Now, I am at a loss to find any obligation of secrecy which it ey
bo suggested that Widmor had placed upon the workmen of Widmey,
and upon all the persons who passed through the shop, and if thy
is 80, though there may have been a breach of confidence in making
it in tho shop, nevertheless, aceording to the law, as laid down by
Lord Blackburn, if the public have become possessed of the invep.
tion by any means whatever, no such patent can be taken oyt
Therefore, I think the probability 1s so strong that it would be seep
by the workmen in the shop some time during the interval betweey
the 16th and the 26th, that on that ground again I think there ig
strong and cogent evidence to lead to the conclusion that there wag
publication of the very thing itself.”

The publication of a design invalidates a subsequent registration
only if the publication take place in the United Kingdom (u).

Does registration amount to publication 2 The point was raised
in Read and Gresswell's Design (x), but it became unnecessary to
decide the point, and it was not deeided. There 18 much to be said
for the argument that registration is not publication. The register
in the case of trade-marks is open (y), and registration is expressly
declared to be publication (2); the registered designs are kept seeret
during the period of copyright («). ¥rom this it may be inferred
that the law 18 different in the case of designs and of trade-marks,
and hence that registration is not publication. Certainly registra.
tion docs not make the information relative to the design available
to the public. On the other hand, a member of the public may,
with the authorization of the Court, or of the comptroller, and on
payment of a fee, inspect, but not copy, the design (b). It may be
questioned, if such person does so see the design, whether there
has been publication in the sense used in this chapter.

(u) Patents, &c., Act, 1883, sect. 47 (1); and sce the patent case, Rolls v. Isuues,
(1878) 19 Ch. Div. 268,51 1. J. Ch. 170.

() (1889) 42 Ch. Div. 260, 58 L. J. Ch, 624, 61 L. T. N. S. 450, 6 R. P.
C. 471.

(y) 1883, scct. 88.

(») (1887), scct, 75, (1888) sect. 17.

(a) 1883, sect, 52.

(b) 1883, sect., 52,



PUBLICATION AT EXHIBITIONS.

(¢c) Publication at Public Iixhibitions.

Publication at an industrial or international exhibition is pro-
vided for by sect. 57 of the Act of 1883, thus :—

«“The exhibition at an industrial or international exhibition
cortified as such by the Board of Trade, or the exhibition else-
where during the period of tho holding of the exhibition, without
the privity or consent of the proprictor, of a design, or of any
article to which a design 18 applied, or the publication, during the
holding of any such exhibition, of a deseription of a design, shall
not prevent the design from being registered, or invalidate the
registration thercof, provided that both the following conditions
arc complied with; namely,-—

(¢) “The exhibitor must, before exhibiting the design or article,
or publishing a deseription of the design, give the comp-
troller the prescribed notice of his intention to do so;
and

(b)) ““The application for registration must be made before or
within six months from the date of the opening of the
exhibition.”

And scct. 3 of the Act of 1886 provides :—

““ And whereas it 18 expedient to provide for the cxtension of this
section to industrial and international exhibitions held out of the
United Kingdom, be it therefore enacted as follows :

““ It shall be lawful for her Majesty, by Order in Council, fiom
time to time to declare that sections thirty-nine and fifty-seven of
the Patents, Designs, and Trade-marks Act, 1883, or either of those
sections, shall apply to any exhibition mentioned in the Order in
like manner as if it were an industrial or international exhibition
certified by the Board of Trade, and to provide that the exhibitor
shall be relieved from the conditions, specified in the said sections,
of giving notice to the comptroller of his intention to exhibit, and
shall be so relieved either absolutely or upon such terms and con-
ditions as to her Majesty in Council may seem fit.”

Beo notes to these secctions, post, p. 144, and Forms, pp. 251,

260 in the Appendix. Also Designs Rules, 1890, r. 86, post,
p. 184,

EID- I
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CHAPTER 1V,

REGISTRATION.

REaIsTRATION of a desigu is necessary to give copyright to the
proprictor. The matters to which attention must be directed with
regard to registration are to be found in scets. 47, 48, and 49 of
the Act of 1883 and in the Designs Rules, whilst uscful infor-
mation may be found in the pamphlet issued by the Patent
Office authorities entitled *‘ Instructions to Persons who wish to
register Designs " (a).

A person desiring to register a design must leave at or send to
the Patent Office (1) an application for registration (b) ; (2) in such
application a statement of the nature of the design, and the class
or classes of goods in which the applicant desires that the design
should be registered (¢); (3) certein drawings, photographs, or
specimens, sufficient, in the opinion of the Comptroller, for
enabling him to identify the design (d). The prescribed fee is
payable by impressed stamp on the form of application (r).

The documents must be left at or sent by post to the Patent
Office (f); in the latter case they must be included in a prepaid
letter, and will be deemed to have been left or given at the
time when the letter containing the same would be delivered in
ordinary course of post (¢). The letter must be addressed to “ The
Comptroller, Patent Office (Designs Branch), 25, Southampton
Buildings, Chancery Lane, London ” (4). In proving such sending

() See post, p. 263.

b1 (1883) Sect. 47 (2).

¢) (1883) Sect. 47 (3).

(d) (1883) Sect. 48 (1).

) (1883) Sect. 56 ; and Rule 3.
Jf) (1883) Sect. 47 (2).

) (1883) Sect. 97 ; Rule 11.
(h) Rule 7.



APPLICATION FOR REGISTRATION.

:t will bo sufficient to prove that the letter was properly addressed
and put In the post (1)

It may also bo observed that whenever (k) the last day fixed by
this Act, or by any rule for the time being in force, for lcaving any
document or paying eny fece at the Patent Office shall fall on
Christmas Day, Good Friday, or on a Saturday or Sunday, or any
day observed as a holiday at the Bank of England, or any day
observed as a day of public fast or thanksgiving, in the Act referred
to as exeluded days, it shall be lawful to leave such document or
to pay such fee on the day next following such excluded day, or
days, if two or more of them occur consecutively.

I. Tae ArrricaTiON (1)

Communications with regard to the application should be made
to the Comptroller by the proprictor of the design or by some agent
duly authorised by him, to the Comptroller’s saticfaction; the
application itself should be left at the Patent Offier or be sent
by post prepaid to the Comptroller (in).  The application must be
made in the forms presecribed, viz. Form I& or Form O (n), or for
lace I&/, O'.

The applicant should give his full name and address and an
indication of his trade or business. The applicant must sign the
application either in person or by an authorised agent, but this
may be dispensed with by the Comptroller, with the sanction of
the Board of Trade, if he is satisfied that from any rcasonable
cause such person i1s unable to sign ; and the Comptroller may in
such case, upon the production of other evidence, and subject to
such terms as the Board of Trade may think fit, dispense with the
document ().

The application for registration and all other documents sent to

() (1883) Sect. 97 (2) ; Rule 11.

(k) (1883) Sect. 98,

({) Stamped forms may be obtained at vario..s places ; see post, 1. 263.

(m) Rules 6, 7.

(n) (1883) Sect. 47 (2) ; and Rule 4, p. 187, post. See Appendix, pp. 247, 253.

(0) Rule 29. And sece (1883) sect. 99, which deals with declarations, &c.,

when the applicant is an infant, &c.
E 2
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52 REGISTRATION.

or left at the Designs Branch of the Patent Ofuce must be written,
printed, copied, or drawn upon strong wide-ruled foolscap paper (on
one side only) of the size of 18 inches by 8 inches, leaving a margiy
of not less than one inch and & half on the left-hand part thereof,
and the signature of the applicants or agents thoreto must b
written in a large and legible hand (p).

Registration dates from the day upon which the application for
registration is received by the Comptroller (¢).

1I. STATEMENT oF THE NATURE oF THE DESIGN.

Description of  The description of a design neced not be elaborate as in the

design. case of specification of the patent (), but it must state whether
the design is applicable for the pattern, or for the shape, or for
the configuration, or for any two or more of such purposes as the
case may be, and gencrally should state cnough to enable the
Comptroller to give such information as is required by scct. 53.

Classes of  Also it should state the means by which it is applicable (s). The

goods section provides that the application must contain a statement
of the nature of the design, and of the class or classes of goods
in which the applicant desires that the design should be
registered.

Registration Under the Acts of 1842 and 1843 an applicant was not allowed

by sample . - - ' : : '
1:';’;(181.131{1 to register a design without accompanying the registration with a

la. written description or some drawing or plan of it. By the statute
—21 & 22 Viet. ¢. 70, the registration of a pattern or portion of an
article of manufacture to which a design is applied, instead or in
lieu.of a drawing or description in writing, was made valid. But
in view of the terms of sect. 47 (8) of the Act of 1883 and of the
preseribed form L, 1t is submitted that now no registration ean bo

() Rule 8. The Comptroller may, in any particular case, vary these
requirements as he may think fit.

(¢) Rule 20.

(r) Holdsworth v. McCrea, (1867) L. R. 2 H. 1.. 380; 36 L. J. Q. B. 297. In
the Instructions to Persons who wish to Register it is stated that a lengthy

explanatory statement is undesirable, sce post, p. 63.
(s) Rule 9.



NATURE OF THE DESIGN,

valid unless the application contains a statement of the nature
of the design. Undoubtedly an applicant may furnish exaect
ropresentations or specimens of the design (t), and theseo may take
the place of drawings or photographs, though not, it scems, of a
written description; and in his own interest it would bo better
for tho person who desires to register a design to give a written
deseription, as if the registration be by sample only, there
can ordinarily be no infringement unless the whole design be
reproduced. The following cases may be referred to on this
matter.

Norton v. Nicholls (1), (commenced in 1858, and thercfore before
the stat. 21 & 22 Viet. ¢. 70, came into force). The plaintiff
had attempted to register for a shawl a design consisting of a
combination of five points, and the plaintiff had left a shawl
with the registrar with an intimation that it was to be applicd
to a particular class, but with no other information as to the
nature of his claim. Lord Campbell, C.J., said: * Wo aro
clearly of opinion that the registration is defective. This registra-
tion cousisted in morcly leaving with the registrar an cntire shawl
manufactured according to the combination relied upon, with an
intimation that it was to be applied to Class 8. We by no means
sny that there may not be a good registration by simply leaving
with the registrar a copy of the design to be registered. Take the
example of paper-hanging, Class 5. A section of the paper having
the design impressed upon it would clearly disclose the claim of
the inventor, and would fullv put the registrar in possession of all
the information he ought to have to enable him to perform the
duties imposed upon him. But the plaintiff, by leaving one of his
shawls with the registrar, gives no information of the naturc of his
cleim, and cannot, we think, be said to have registered his design.’

He intended by this act to claim cach of the five points or geparate
designs, and he was equally at liberty to claim any other parts of
the shawl allowed to be old. The colours on both sides were
essentially as much parts of the shawl, or of the combination, as
any of the five points which he claimed at the trial. What shull

(t) Sect. 4;21).
(v) (1859) 28 1. J. Q. B. 225 ; 33 L. T. 131 ;7 W. R. 720; 1 E. & E. 761.
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be considered an infringement of the supposed combination? Jg
the deofendants’ shawl an infringement, although it varies thg
colours on both sides ? Would it be an infringement if it includeg
only four of the five points, and would it be so if it included only
ono of them ? With respect to copyright of designs no specifie.
tion is required as in the case of patents for inventions ; but gee.
tion 17 of the 6 & 6 Vict. c. 100, after empowering all tho world ¢,
inspect the registered design when the copyright has expired, giveg
a right, under cortain circumstances, before the copyright has ex.
pired, to an inspection of the registration, and requires the regis.
trar, on tho application of certain persons, to give to such persons
‘a certificato stating whether there be any copyright existing of
particular designs, and if there bo in respect to what particular
article of manufacturc or substance such copyright exists.’ If ay
application were made to a registrar by a shawl manufacturer
respeeting the five points of the plaintiff’s shawl, scparately or in
combination, or the use of the colours of the Victoria Tartan, what
answer could he make ?

Lioldsworth v. McCrea (x) came before the House of Lords, and
1t was decided that, (1) the same nicety is not required in register-
ing patterus or designs as in describing inventions sought to be
protected under the patent laws; (2) that the provisions of 5 & 6
Viet. c. 100, and 21 & 22 Viet. ¢. 70, are complied with by a
person who leaves with the registrar copies of his design, though
without any written description specifying precisely what is the
extent of his claim ; but (8) if what is claimed ag the design con-
sists, according to tho pattern, of different parts, any one of which
might be deemed a design, his registration of the whole pattern
amounts to a claim of the combination, and not of any of the parts
thus combined, any one of which, therefore, taken separately, is
not protected by the registration.

The second proposition in this case is, it is submitted, altered
by sect. 47, sub-sect. (2) of the Aect of 1883. But if not, the
third proposition shows the desirability of making a written
statement of what is claimed when registration is applied for.

(v) (1867) L. R. 2 H. L. 380 ; 36 L. J. Q. B. 279.



REGISTRATION BY SAMPLE.

Lord Chelmsford said(y): “Now the designer is under this
lisadvantage, that when he rogisters a pattern of material, there
+g no infringement unless it 18 exactly copied.”” And Lord
Vestbury, speaking on the same matter, said (2): * The only
thing which it is hero neceessary to point out, as well for warning
to inventors as for the protection of the public, is this, that if
a design, as cxhibited in a pattern, is filed and registered by an
inventor, without any farther limitation or description than that
which is given by the design itself, it protects the entire thing
and the entire thing only; and the protection cannot, at pleasure,
be mede applicable one day to the entirety, and another day to
the separate integral parts or elements of the entire design. It
must bo considered that the protection of the statute is involked
for the entire thing that appears upon the register, and is applicable
to nothing but tho exact copy of the thing so registered.” But the
meaning of these words has been explained in MeCrea v, Iolds-
worth (¢) by Lord Hatherley, L.C. He said: * Their Lordships
seem to have meant that the designer is not bound, as in a patent
case, to distinguish the new from the old, and is allowed to registor
his pattern without distinguishing what is new from what is old ;
but if he chooses to put it in that way, it will not be protected as
against the publie in case they choose to use any portion in any
manner substantially differing from the registered design. If the
designs are uscd in exactly the same manner, as I hold they are in
this ease, and have the same effect, or nenr'y the same cffect, then
of course the shifting or turning rouv-. of a star, as in this par-
ticular case, cannot be allowed to proteet the defendants from the
consequences of the piracy.”

In Thom v. Sydall (b) it was argued that registration Ly sample
enabled the proprietor to produce any number of varicties of the
same pattern ; but the Court would not accede to this, and laid
down that if the whole is claimed as the design, and the registra-

(y) p. 384

(z) p. 388,
() (1870) L. R. 6 Ch, 418, 420 ; 23 L. T. N. 8. 444
(b) (1872) 26 L. T. N. S. 15.  And see Grafton v, IWatson, (1884 50 L. 1"

N. 5. 420; 51 L. T. N. S, 141.

55

Registration
by sample
undet old
law.



56

Care required
in statin
nature of the
design.

Purpose of
design to be
specified.

REGISTRATION.

tion is by sample, there can be no infringement unless the whol,
design be reproduced.

Barran v. Lomas (¢) illustrates the care required in properly
describing the design for which registration is claimed. An orna.
mental braid had been registered, and the designer had produceg
at timo of rogistration a photo of a jacket with tho braid upon it,
and this, he said, was o copy of the design. The members of the
Court, whilst upholding the claim in this particular case, said that
a man may register his design with a particular thing, but he can-
not afterwards be heard to say that he claims the design as distinet
from the thing. Thus when a new pottery design is registered ag
a new shape, it frequently is intended to be uscd with some new
ornament, and the whole 18 registered together; such registration
will not protect the ornament. In the case of the braid, Jessel,
M.R., said that the prudent course would be to state in words that
tho braid is the design claimed, and that the jacket is placed in
the photo merely by way of illustration, and is not intended
to be part of the registered design. Such disclaimer must be
clearly expressed at the time of registration, as no part of
the description of the design as registered can afterwards be
rejected (d).

Notwithstanding all this, no elaborate specification by the author
of the design is either required or allowed. The statement must
be such as is contemplated by the Rules, and such as is provided
for by the prescribed form (¢). Lord Shand, in Walker, Hunter
& Co. v. The Falkirk Iron Co. (f), said : ‘‘ The statute, sect. 47,
sub-scct. 8, provides that the application for registration must con-
tain a statement of the nature of the design, as well as of the class
or classcs of goods in which the applicant desires the design may
be registered. This infers that the applicant shall scttle the pur-
pose or object for which the design is to be registered—pattern,
shape, or ornament—and accordingly in the Board of Trade rules,
issued in reference to the statute, it is provided by Rule 9, that the

(c) (1880) 28 W. R. 973.

(d) Smout v. Slaymaker, (1890) 7 R, P. C. 90.
(e) Post, p. 247.

(f) (1887) 4 R. P. C. 390, 395.



COPIES OF DESIGN.

applicent, in stating the nature of the design, shall state whother
it is applicablo for pattern, shape, or configuration of the design.
I sco no reason to doubt that when a controversy of this kind arises
ag to infringement of a design, and it becomes necessary to deter-
mine whether protection was given to the design for pattern,
shape, or ornament, or for any two or more of these purposes,
either party may refer to the application for registration for
a definition or deseription of the purpose of registration, and
tho Court will, 1if necessary, order the evidence on this subjoct
to be produced, and such evidence should go far to decide the

%
controversy.

III. Cories or DrsigN.

The 48th scction provides that in addition to the application
there shall be sent to the Comptroller the preseribed number of
copies of drawings, photographs, or tracings of the design, suffi-
cient, in the opinion of the Comptroller, for enabling him to
identify the design. Instead of such copics, the applicant may
furnish exact representations or specimens of the design (y).
Rule 9 preseribes that ““ an application for the registration of a
design shall be accompanied by a sketch or drawing, or by three
exactly similar drawings, photographs, or tracings of the desien,
or by threc specimens of the design.”” The Instructions to Persons
who wish to Register (), following the Rules, provide (inter alia) :
“ An application for the registration of a design, and all drawings,
sketehes, photographs, or tracings of a design, and all other
documents sent to or left at the Patent Office (Designs
Branch), or otherwise furnished to the Comptroller or to the
Board of Trade, shall be written, printed, copied, or drawn upon
strong wide-ruled foolscap paper (on one side only), of the size
of 13 inches by 8 inches, leaving & margin of not less than one
inch and a half on the left-hand part thereof, and the signature of
the applicants or agents thereto must be written in a large and
legible hand. The Comptroller may in any particular case vary the
requirements of this rule as he may think fit; Rule8. An applica-

(9) See above, (h) Post, p. 263.
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REGISTRATION.

tion for the registration of a design shall be accompanicd by a
gketch or drawing, or by three oxactly similar drawings, phot,.
graphs, or tracings of tho design, or by throe specimens of g,
dosign, and shall, in describing tho nature of the design, sty
whether it is applicable for the pattern or for the shape or ¢op-
figuration of tho design, and the means by which it is applicable,
When sketches, drawings, or tracings are furnished they must b
fixed. When the articles to which designs are applied aro not of
a kind which can be pasted into books, drawings, photographs, or
tracings of such designs shall be furnished : Rule 9.

Sect. 48, sub-scct. (2) cnables the Comptroller to refuse any
drawing, photograph, tracing, representation or specimen whiel jg
not, in his opinion, suitable for the official records ; but by scet., 94
of 1883 and by Rule 12 he must give the applicant an opportunity
of being heard ().

If the three copics, drawings, &e., are not sent with the applica.
tion, 1t will not follow that the registration will be refused. It g
indeed contemplated that sometimes but one drawing, &ec., may be
sent, and the Official Instructions state that if it be desired to
sccure a date of registration at once, one sketch of the design
(sufficient to identify the same) may be sent with the application
form, but no certificate can be issued until three exact drawings,
photographs, or specimens have been sent in substitution for the
sketch. Sect. 50, sub-sect. (2) of the Act of 1883 provides : * Before
delivery on sale of any articles to which a registered design has been
applied, the proprietor must (if exact representations or specimens
were not furnished on the application for registration) furnish to
the Comptroller the prescribed number of exact representations or
specimens of the design ; and if he fails to do so, the Comptroller
may erase his name from the register, and thereupon his copyright
in the design shall cease.” From this it may be inferred that the
registration dates from the time the application, accompanied by a
single sketch, is received by the Comptroller, and this is so pro-
vided by Rule 20. After registration, the proprictor may exhibit
or otherwise deal with his design, but he may not sell it until the

(v) See infra, and Rules 12—19, And see Act of 1883, sect. 47 (D).
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prescribed number of drawings or sketches have been supplied (k).
The proprictor must be notified by the Comptroller of any
decision ({)-

Certain provisions are made for the transmission of cortified
cop1Cs of all specifications, drawings, and amendments left at the
Patent Oftice to the Edinburgh Museum of Science and Art, and
to the Enrolments Office of the Chancery Division in Ireland, and

to the Rolls Office in tho Islo of Man (m).

I1V. FEEs.

Power to prescribe fees on registration is given by scet. 56 of the
Act of 1883, and the DBoard of Trade, with the sanction of the
Treasury, have fixed the Table of Fecs as set forth in Schedule I

to the Rules (n).

Y. CLASSES.

On application the applicant must state the class or classes of
goods in which he desires that the design may be registered (o).
[or the purpose of the registration of designs, goods are classified
in fourteen classes. These are set out in the Third Schedule to

the Rules (p).

In one case the difference between Classes 13 and 14 was con- Distinction of

sidered, and Brigtowe, V.-C., said that he had come to the conclu- ﬁ’ﬁ‘f{’sfim

sion that there was a substantial difference between the two classes
No. 13 and No. 14, and that piece goods are ‘‘ intended to denote
goods commonly known as piece goods, measured by the picce and
sold by the picee, and should be classified under No. 18 ; and that
goods which, though woven in the piece, are subdivided in pattern

(k) See notes to this section, post, p. 136.

(l) Rules 12—14,

(m) Act of 1883, sect. 100.

(n) Sce post, p. 185.

(¢) Act of 1883, sect. 47 (3). There are similar provisions as regards trade-
marks; see sect. 62 (3). On account of the difference in the nature of a de-
sign and of a trade-mark, the cases dealing with the classification of the latter
are not very useful in elucidating the law of designs. The trade-mark
decisions may be found in Kerly on Trade-Marks, pp. 88, 89.

() Rule §, and Sch. III. to the Rules. See post, p. 185.
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by cross lines or other domarcations, showing that they would b,
gold not by measurement but by number, as per dozen, fall withiy
tho class of handkerchiefs and shawls, and ought to be registereg
under Class 14 (q).

The rogistration mey be of single designs or may be of a get,
i.c. of any number of articles ordinarily on sale together, irrespec.
tive of the varieties of size and arrangement in which the particulay
design may bo shown on each separate article.

In any case of doubt as to the class in which a design ought to
be registered, the Comptroller may decide the question (r); but if

tho decision be adverso to the applicant, the Comptroller must gt
tho applicant’s request hear him (s). In case of doubt or difficulty
the Comptroller may apply to ecither of the law officers for directions
in the matter (¢).

The protection granted by the Act to any design is limited to o
prohibition of any imitation thereof in the class or classes in whicl
it is registered (u), ¢.g. the registration of a design in Class 13 is
not infringed if the alleged imitation 18 applied to goods in
Class 14 (). In Re Read «{ CGreswell’s Desigr (y), Chitty, J.,
says that the copyright in a design conferred by the Act is
““ limited to the goods in the class or classes in which the design
ig registered, and this is clearly the case, for under secct. 58, which
sives a special remedy by penalty for the infringement of a regis-
tered design, the registered proprietor cannot procced against the
infringer in respect of goods outside the c¢lass 1n which the design
is registered, and for this reason, that the person registering having
knowingly confined the registration to onc class of goods, has by
so doing impliedly given notice to all the world that they are at
liberty to use the design for goods not included in the class or

classes, for a person may register a design in more than one
class.”

(¢) Hothersall v. Moore, (1892) 9 R. P. C. 27, 38.
(r) (1883) Sect. 47 (5).

(s) (1883) Sect. 94 ; Rule 12,

(t) (1883) Sect. 95.

(u) (1883) Sect, 58,

(z) Hothersall v. Moore (supra).

(y) (1889) 42 Ch. Div. 260, 261 ; 58 L. J. Ch. 624 ; 61 L, T. N. 8. 4560;
6 R. P. C. 471.
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If, then, there be any doubt in which class the design should be
rogistored, 1t will be advisable for the proprietor to exercise tho
power given by the Act, and register it in more classes than
one (2). A scparate application, together with three represcnta-
tions, i8 NCCESSATY for cach class. Conversely ho may, by applica-
vion in writing to the Comptroller (accompanied by the preseribed
fee), obtain permission to amend his application by omitting any
particular goods or classes of goods in connoexion with which he has
desired the design to be registered (a).

Tt should be remembered that though the protection does not
extend beyond the particular class in which the design is regis-
tered, yet that it is not open to a person to register a similar
dosign in another class. The registered proprietor may not pro-
cced for infringement if the imitator uses the design for a class
of goods 1n connection with which the proprictor has not regis-
tered ; but the latter eannot have registration allowed to him, as his
invention is not new and original. In Read «{ Greswell’'s Design (D),
T. registered a design in Class § in Schedule III., viz. ¢ Articles
composed wholly or partly of paper (except hangings),” for the
pattern and shape of a flower candle shado 1n imitation of a chrysan-
themum. Afterwards R. & G. registered an identical design in Class
12, viz. ‘ Goods not included in other classes.” It was argued for
R. & G. that where a new and original design is registered in one class,
a rival designer is ab liberty to take the design and transfer it bodily
to another class, and register it in that class. Chitty, J., said that
such an argument could not be sustained. 7T.'s copyright doubt-
less was limited to goods in Class 5, but nevertheless R. & G.
could not register the design in any other class. The Judge said :
“I suggested the case of a design registered for jewellery, and
another trader finding this to be so, and that articles marked
with such design were being put on the market, and people were
becoming generally acquainted with the design, taking this design
and registering 1t in some other class of goods, such as glass
(Class 4) or lace (Class 9), a thing which in the case of many
designs might easily be done. I am satisfied that it was not the

(x) (1883) Sect. 47 (1),
(@) (1883) Sect. 91 ; (1888) Sect. 25.
(b) Supra.
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intention of the Legislature to allow this to be done. The angyyg
to the argument is to bo found really in seet. 47 of the Act, whera
tho words used are: ¢ Any new or original design not Previously
published in the United Kingdom.” To be capable of being regis.
tored o design must bo ‘new or original’ in fact, and not, ag jg
sugaested, ‘ now or original ’ as to some particular class of googg,
It cannot bo said to bo mew and original if 1t 19 already being

applied to articlos of an analogous character.”

Registration With regard to registration in different classes, Il¢ Baelys
in different _ ; : :
asses, Design (¢) may be consulted. There Kekewiel, J., decided that

a design already on the register may be registered in another clagg
for an article appliced to a different purpose, but not for an artiele
merely of o different material. A design for a lamp shade in the
shape of a rose made of linen had been previously registereq in
one class, and the Judge ordered removal from the register of g
design for a lamp shade of a similar shape made of china afterwards
registered in anothes class. The Judge said : “ There are many
cases in the books in which the Court has upheld registration, ag
for cotton goods in one class, of u design which had already heen
applied to goods of a different character altogether in another class,
and I do not think it necessary to hold or even to intimate that
possibly the design of a rose may not be registered for some other
entirely different purpose, that is to say, with reference to some
other quality of goods in a different elags. But the Act does not
say, and I think cannot have intended to say, that by selecting a
diffcrent class a man may register as apphied «  the same things,
say lamp shades, what has been already registered with reference
to that thing, lamp shades, merely varying the material m whieh
the lamp shades have been made ™ (d).

VI. Rertusan oF CoMPTROLLER TO REGISTER.

No opposition As regards application to register, design cases differ from
to registration

in Design. patent and trade-mark cases. When a patent 1s cpplied for, an
opportunity for opposition is provided (¢) ; so when the registration

(¢) (1889) 42 Ch. Div. 661 ; 6 R. P, C. 376,
() And sec ante, Chap, I, * Novelty.”
(e) (1883) Meet. 11,
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of n trade-mark is asked for (f). Such 1s not tho case with
designs ; thero is no provision for opposition.

The Comptroller considers tho application, and may, if he thinks Diserction of

: ) . Comptroller to

it, subject to appeal to the Board of Trade, refuse to register any refuse regis-
design presented to him for rogistration (7). There are no special tration.
dircetions given by the Acts as to the grounds upon which he must
ofuse to register, save that sect. 80 provides that he may refuse to
register a desien of whieh the use would, in his opinion, be contrary
to lnw or morality. The 6th section of the Act of 1888 secems to
contemplate that a design identical with another already registered
«ill be refused. Hence it mny be inferred that the refusal to
register a design 1S & matter in the diserction of the Comptroller,
subject to appenl as mentioned below (I). Of course the diseretion
must be judicially exercised, but it scems that assuming this 1s so,
ihere is no restriction as to the grounds upon which the refusal may
be Lased (1) -

But before exercising his diseretionary power adversely to the Procedure

: b b : _ before Comp-

applicant for registration, the Comptroller shall give the applicant tvoller.
who requires it an opportunity of being heard personally or by
a-nt (£). The applicant has one month from the dale of the
¢ mptroller’s objection within which ke may requive to be heard.
The matter then proceeds as follows (/) : (1) The Comptroller
sends to the applicant ten days’ notice ol u time when the hearing
will take place; (2) Within five days from the date when such
notice would be delivered in the ordinary course of post, the appli-
cant shall notify to the Comptroller whether or not he intends to he
heard upon the matter ; (3) The case is heard on the appointed day,

and the decision of the Comptroller is then notified to the applicant.

(f) (183) Seet, 69,

() (1883) Sect. 47 (6).

(h) Post, p. G4.

(1) See oo v Dunny (1890) 16 AL C, 2525 68 L. J. Ch. 604 ; 63 L. T.N. S,
¢: 30 W, R.161; 7 R. P. C. 311—a trade-mark case. From the dicta in
come of the cases, it might be assumed that such is the case as regards the
refusal to register trade-marks, See Lords Watson and Herschell in Kuo v,
Dunn. DPut see Lindley, L.J., in the Somatose case, (1804) 1 Ch. 645 ; 63
L.J. Ch.257; 11 R. P. C. 89, The point1s considered in Kerly on T. M.,
p. 4.

(k) (1883) Sect. 94 ; Rule 12.

(1) Rules 12—14.
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Appenl to Any porson aggrioved by the refusal of thoe Comptroller 4,
}1231.?1:} o rogister may appeal to the Board of Trade, and the Board of Trade

ghall, if required, hear the applicant and the Comptroller, ang may
make any order determining whether, and subjeet to what cong;.
tions, if any, registration is to be permitted (m). By the 82nq gqp.
tion of the Act of 1888 the Board of Trade has conferred upon it 4
general superintendenco over the Patent Oftice and the Comptrolley,
and ho is bound to obey tho Board’s directions, though it ig y
under the power given by that scction that the appeal is heard,
but under the express provisions of scet. 47 of the gsape

\

a.ct.
Procedure o The steps in the appeal procedure are these (#) : (1) The appli.
HEL ’:lt .. . ’ P
?}ﬂl:.tiill {:.F cant must within one month from the dato of the decision appealeq
Trade. acainst, leave at the Patent Office, Designs Branely, two notices of

intention to appeal, one of such notices being stamped with & fee of
11. (0); (2) The notice must be accompanied by a statement of the
grounds of appeal, and of the applicant’s casc in support thereof,
The statement of the ease is to be written upon foolscap paper (on
one side only) with a margin of two inches on the left-hand side;
(8) A copy of the notice must be sent by the applicant forthwith
to the Secretary of the Board of Trade.

The Board of Trade may, upon receipt of the notices, give such
directions (if auy) as they may think fit for the purpose of hearing
the appeal ; and they will give seven days’ notice, or such shorter
notice as the Board of Trade may in any particular case direct, of
the time and place appointed for hearing the appeal. The notice
will be given to the Comptroller and to the applicant (p).

Costs of There are no costs of the appeal, as they are not provided for

appeal. by the Acts or Rules, and it may be taken that the applicant pays
his own, whether successful or not.

Awendments.  The Comptroller may allow any document to be amended, and
any irregularity in procedure to be corrected, if in his opinion this
can be done without detriment to the interests of any person (¢).

(m) (1883) Sect, 47 (6) and (7).

(n) Rules 16—17; and see Form I, post, p. 248,
(0) dee Form F, post, p. 248.

(p) Rules 18, 19.

() Rule 30,
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Ho may extend the time preseribed by the Rules for doing any act
or taking any procceding thereunder (¢). Any such amendment or
oxtension will be in the discretion of the Comptroller, and subject
to such terms as ho shall think fit («).

VII. CeEnriricaTe o1 REGISTRATION.

When the Comptroller determines to register o design, he shall,
qs soon as may be, send the applicant a certificate of such registra-
tion in the preseribed form, sealed with the seal of the Patent
Office (v). The registration dates from the day of application, bnt
actual registration does not take place until the certificate 1s
gealed (); and if but one druwing or specimen has been sent
with the application, the certificate will not beo issued until the
three drawings, &e., have been forwarded. The form of the cer-
tificate is that preseribed in Form G (2).

In case of loss of the original certificate, or in any other case in
which he mny deem 1t expedient, the Comptroller may grant copies
of the certificate (a).  T'he fee for each copy is one shilling, and the
application should be made “n the preseribed form, viz. H or I,
according to circumstances (b).

VIII. MISCELLANEOUS.

Amendments may bo allowed in certain particulars ng the Comp-
troller may think fit, and upon such terms as he may impose (¢).
Extensions of time are dealt with in Rule 81. The Comptroller
may, on request i writing (Form M (d) ), accompanied by the
prescribed fee (five shillings), (a) correct any clerical error in or in
connexion with an application for registration of a design (e); or
(b) correct any clerical error 1 the name, style, or address of the
registered proprictor of a design (e); or (c) permit an applicant for
registration of a design to amend his application by omitting any

(tt) Rule 31. («t) (1883) Sect. 49 (2).
(1) Rules 30, 21. (D) Post, p. 248.

() Rule 10. And see (1883) sect, 49, (¢) Rule 30.

(y) Rule 20. (d) Post, p. 252,

() Post, p. 248. (e) (1883) Sect. 91,

E-DI F
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particular goods or classes of goods in connexion with which ke hag
desired the design to be registered (f).

For International and Colonial arrangements, see At of
1675, sect. 103, as amended by the Act of 1885, sect 8
post, p. 166. |

Special provision for persons under disability, e.g. for infantg
lunatics, 1s made by sect. 99 of the Act of 1883 (y). |

(f) (1888) Sect. 24,
(y) Post, p. 162.
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CHAPTER V.
THE REGISTER.

Ir is provided that there shall ke kept at the Patent Office a
book called the Register of Designs, wherein shall be entered the
names and addresses of the provrietors (a) of registered designs,
notifications of assignments and of transmissions of registered
designs, and such other matters as may from time to time be
preseribed (D).

No notice of any trust, express, implied, or constructive, shall be
entered upon the register or be received by the Comptroller (c).
It has been decided, on scet. 23 of the Act of 1883 (the corre-
sponding section of that portion of the Act which relates to patents),
that cquitable assignments may be entered on the register, not as
in themselves legal assignments, but as documents which affect
proprietorship (d).  A. and B., joint ownecrs of certain patents,
wrote to C., ‘“ In consideration of your services as . ... we
hereby agree to give you one-third share of the patent, the same
to take efteet as from this date.” A. and B. then deposited the
letters patent with C., and C. registered the letter above set out ;
and the Gourt of Appeal neld that the letter was an immediate
equitable assignment of an interest in the patent, and was properly
entered on the register (d).

The registration of the name of the original proprictor must take
place upon the sealing of the certificate of registration, though the
date of application will be the day from which tlic registration wiil

(1) See next chapter.
(i (1883) Sect. 55 (1),
() (1883) Sect, 8D.
(!f) Stewart v. Cuasey, (1802) L, R. 1 Ch, 104 ; 61 L. J. Ch. 61; 9 R, P. C. 9,
ut see dicta of Kekewich, J., in Huslett v, Hutehinson, (1891) 8 R. P. (. 457,
<03, which query.
|
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dato (dd). The Comptroller must enter on the register tho name (),
addross, and description of the rogistered proprictor, and the datg
upon which the upplication for registration was received by thg
Comptroller (/).

Subscquent proprictors are entitled to be placed upon the register,
Seet. 87 of tho Act of 1888 (which empowers the proprietor tg
assign or grant licences) provides: ‘ Where a person becomes
entitled by assignment, transmission, or other operation of law, tg
.« . . copyright in a registered design, . . . . tho Comptrolier
shall on request, and on proof of title to his satisfaction, cause the
name of such person to Le cntered as proprictor of the . . | |
copyright in the design . . . . 1n tho registerof . . . . designs,”
The Rules provide :—

Where a person becomes entitled to the copyright in
registered design, or to any share or interest therein, by assign-
ment, transmission, or other operation of law, or where a person
acquires any right to apply the design cither exclusively or other-
wise, a request for the entry of his name in the register as such
proprictor of the design, or as having acquired = .ch right, as the
case may be (L reinafter called the claimant), shall be addressed to
the Comiptroller, and left at the Patent Office, Designs Branch.

Every such request shall, in the ecase of an individual, be
made and signed by the person requiring to be registered as pro-
prictor ; and in the case of a firm or partnership, by some one or
more members of such fiim or partnership, or, in either case, by
s or their agent respectively duly authorised to the satisfction
of the Comptroller ; and in the case of a body corporate, by their
aoent authorised in like manner.

Every such request shall state the name, address, and de-
scription of the claimant, and the particulars of the assignment,
transmission, or other operation of law by virtue of which the re-
quest 1s made, 80 as to show the manner in which and the person
or persons to whon the design has been assigned or transmitted,
or the person or persons who has or have acquired such right as
aforesaid, as the easc may be.

(dd) Rule 20,
(e) A budy corporate may be registered by its corporate name : Rule 26.
(f) Rule 20.  And see forms, post, pp. 250, 251.



THE REGISTER.

Every such request shall be accompanicd by a statutory
declaration to be thercunder written verifying the severnl state-
ments therein, and declaring that the partieulars above described
comprise every material fact and document affecting the proprictor-
ship of the design or the right to apply the same, as the caso may
be, as claimed by such request.

he claimant shall furnish to the Comptroller such other
proof of title ng he may require for his satisfaction.

Rule 29 allows the Comptroller to dispense with cvidence under
certain circumstances.

The fee payable is the same fee as on original registration (g).
The form of application 18 Form K in the appe. 'ix to the Rules ();
gave that where the design is a lace Form K’ must be used.
It may be doubtful whether an assienment must be in writing ;
certainly such was the case under the older Acts (i), and it is sub-
mitted that the law is still the same. Such scems to have been
the view of Wright, J., in Wooley v. Broad (£). Tt will be
neeessary to complete the original registration before an assign-
ment cat be registered (1).

On death of the proprictor the executor or administrator is
entitled to be registered ; on bankruptey the right devolves upon
the trustee i bankruptey.

InspricrioN OF THE REGISTER OF DESIGNS.

Sect. 88 of the Act of 1883 provides thav every register kept
under this Act shall at all convenient times be open to the inspection
of the publie, subjeet to the provisions of the Act and to (I) such
regulations as may be presecribed.

During the existence of the copyright in a design, the design
itself cannot be inspected except (m) (1) by the registered pro-
prictor ; or (2) by a person authorised in writing by him ; or (8)
by a person authorised by the Comptroller or by the Court. And

(1) Rules, Sched. 1.

(h) Lost, pp. 250, 251.

(v) Jewitt v, Eckhardt, (1878) 8 Ch. D, 404.

(k) (1892)1 Q. B. 806; 61 L. J. Q. B. 259; 9 R. P. C. 208.
() (1888) Sect. 22.

(m) (1883) Sect. 52 (1).
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any of these persons must furnish such information as may enghla
the Comptroller to identify the design ; must inspect in the pre.
scnee of the Comptroller or of an officer acting under him ; muygt
pay tho prescribed feo, viz, one shilling for cvery quarter of gy
hour (1). No copy may bo taken of the design, nor of any part
of 1t (0.

But where registration of a design is refused on the ground of
identity with a design already registered, tho applicant for regis-
tration shall be entitled to inspect the design so registered (p).

Also when the copyright in a design has ccased, the design shall
be open to inspection, and copies thercof may be taken by any
person on payment of the prescribed fee (9). The fees are set out
in the Rules, Schedule I. (#). Rule 83 gives power to the Comp-
troller to notify by a placard posted at the Patent Office the days
and hours when inspection may take place.

RucriricarioNn of THE REGISTER.

It is provided by scct. 90 of the Act of 1883, as amended by
scet. 28 ¢f the Act of 1888, that ‘‘ the Court may on the applica-
tion of any person aggrieved by the omission without sufficient
cause of the name of any person or of any other particulars (s)
from any register kept under this Act, or by any entry made with-
out suflicient cause in any such register, make such order for
making, expunging, cr varying the entry, as the Court thinks fit ;
or the Court may rctuse the application, and m either case may
make such order with respect to costs of the proceeding as the
Court thinks fit.”

From this it will be seen that the grounds upon which the
register may be rectified include the omission without sufficient
cause of the name of any person, but this provision will not enable
& person whose design has been refused by the Comptroller to
appeal Lo the Court. An appeal of such a kind must be to the

(n) (1883) Sect. 52 (1), and Rules, Sched. 1.

(0) (1883) Sect. 52 (1).

(p) (1888) Sect. ©.

(7) (1883) Sect. 52 (2).

(1) Post, p. 185.

(s) These words were inserted by the Act of 1888,
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Board of Trade (t), and this provision cannot be cvaded under cover
of an application to rectify the register (u).

The grounds upon which an ontry will be varied or expunged
are, in general, similar to those upon which the Comptroller ought
in the first instancc to refuso registration. Thus the Court has
expunged cntries on the ground that the person registered had no
title enabling him to register, Guiterman’s Design (x) ; that the
design is not novel or has been previously published, Smith v.
Hope (y), Le May v. Welch (2), Re Read & Greswell's Design (a),
Smout v. Slaymaker (b). Also rectification may be ordered on the
ground that the entries in the register have been caused by
misrepresentation (c).

The Court may expunge any entry or may rectify by varying the
entry (d). An improper entry should be expunged, and not vecti-
fied (¢). And there scems to be no power to substitute one name
as rogistered proprietor for another, except under the rules govern-
ing assignments, transmissions, &e. (f). In li¢ Riviere's Trade-
Mark (g), Cotton, Li.J., said : ‘‘ In my opinion, whatever might be
the result of striking off the name of Riviere & Co., yet the appli-
cation to substitute that of the applicants could not be acceded to.
Because, in my opinion, even without going so far as to say that
in no case where the name of a person improperly on the register
as owner of a mark is struck off, the name of the person properly

(t) (1883) Sect. 47.

(W) Re the Trade-Mark Normeal, (1886) 35 Ch. Div. 231; 56 L. J. Ch, 519 ;
56 L. T.N. S.250; 35 W, R.464; 4 R. P. C. 123. Sect. 90 of the Act of
1883 applies to patents, designs, and trade-marks alike, therefore assistance
in construning it may be obtained from cases on all three subjects.

(x) (1886) 55 L. J. Ch. 309.

(y) (1889) 6 R. P. C. 200.

() (1884) 28 Ch. Div. 24; 54 L. J. Ch. 279; 51 L. T. N, S. 867 ; 33 W. R.
33.

(a) (1889) 42 Ch. Div. 260; 58 L. J. Ch, 260; 61 L. T. N. 8. 450 ; 6 R. P.
(. 471,

(b) (1890) 7 R. P. C. 90.

(¢) Baker v. Rawson, (1889) 45 Ch. Div. 519,

(d) An example of this 15 to be found in the trade-wark case, Daker v.
Rawson, (1889) 45 Ch. Div. 519.

(e) Per Kekewich, J., in Hasleft v. Hutchinson, (1891) 8 R. P. C. 457.

(f) Ante, p. G8.

(g) (1885) 55 L. J. Ch. 545 ; 53 L. T. N, S, 237.
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entitled to the mark may be substituted, yet in my view, ag g yylp
(and I do not know a case where there would be an exeeption),
where any onc applies in the first instance to be publicly registereq
ag the proprictor of a trade-mark, the prescribed formalitie. shoulg
be adopted.” In Liust & Co.’s Trade-Mark (h), Arthur Rust by
nistake registered a trade-mark of his firm in tho name of ““ Arthyy
Rust, trading as T. W. Rust & Co.,”” and tho firm of T. W, Rygt
& Co. moved suceessfully to rectify the register by cancelling the
name of A. Rust and inserting in the register the names of all the
partners trading under the firm’s name. Here, 16 will be observeq,
the registered proprietor had applied in the firm’s name as well gg
his own. In e Iarina's Trade-dark (i) the partner applied in
Liis own name only, and substitution, by way uf rectification, of the
firm’s name was refused, In Lie Greenlees’ Trade-MMarks (k)
Furina’s case was followed, and Stirling, J., stated that the right
course would be for the partner whose name was upon the register
to ussign to the firm ({). It 18 submitted that these cases would
be followed under corresponding circumstances relating to designs,
In Re Guiterman’s Design (n) an agent for a company owning
designs was wrongfully registered as proprictor: the Couart ex-
punged the agent’s name from the register, but refused to substi-
tute the name of the company for that of the agent. It is to be
observed, however, that the application was made by counsel for
the agent, and not by the successtul applicant, and no rcasons for
his refusal were given by the Judge. And the reasons which have
led the Court to refuse to substitute the name of the proper pro-
prietor for that of the person improperly registered are not as
strong in the case of the register of designs (upon which names
are placed by the Comptroller witirout hearing opposition) as is the
case with the register of rrade-marks.

Change of Where there 1s o chunge, ot of ownership, but of the nume of
name of . . VoA ,
OWIeTS. the owners, variation by way of aldition of the new name has been

allowed even 1n the case of a trade-mark (n).

(h, (1880) 44 L. T.N. S, 98 ; 20 W. RR. 393.
(1) (1881) 44 L. T. N. 8, 99; 29 W. R. 391.
(k) (1892) 9 R. P. C, 93.

(1) (1883) Scct. 87.

(m) (1886) 55 L. J. Ch. 309,

(n) Re Patent Plumbago Crucible Co.’s Trade-Mark, (1890) 7 R. P. C. 282.
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The costs are in the discretion of the Court; and therc scems to
pe no fixed rule ag to the order to be made in this regard. The
party who i unsuccessful will generally have to pay them. The
Comptroller will usually be allowed his costs of appearance.

Sub-scet. (2) of sect. 90 gives power to the Court to award
damages to the party aggrieved. Judging from the reported cases
on designs, this has scldom, if ever, been done. In a recent case
ander & similar section of the Companies Act, 1862 (v), Lindley,

L.J., said that it appeared to him that the Court had no jurisdie-

tion to make the company pay damages under the secction, except
in cases where an order for rectification is made.

The persons entitled to demand rectification, if there be due
?  There has been at different
times much discussion a8 to who falls within this description.,

In the case of Ltvicre’s T'rade-Mark (p), Selborne, 1L..C., says:
“The first observation which I have to make is, that I do not find on
the face of the Act of Parliament itself any particular limitation of

cause, 18 ‘‘any person aggrieved.

the sense in which the word ¢ agerieved ’ is to be understood, when
a person alleging himsel{ to be aggrieved undertakes to bring the
case within any one of the conditions on which a right to apply to
rectify the register 18 given to a person aggricved. Of course if it
could be shown ¢ priort, thut in point of law persons in a certain
situation could not be aggrieved, then the conclusion would be
right, that the Court must refuse to hear them on the merits ;
but, unless that can be aemonstrated, I find nothing in the Aect of
Parliament which limits and defines the kind of ¢rievance which
may entitle a man to apply. I entirely agree witn what has heen
seid, that 1t must be a legal grievance ; it musc not be a ¢ stet pro
ratione voluntas’; the upplicant must not come merely saying, ¢ I
do not like this thing to be done ;’ it must be shown that it tends
to his injury or to his damage in the legal sense of that word.”
And Cott-n, L.J., said : *“ Now undoubtedly the grievance must
be a grievance which the law recognises as one in respect of which

& party can complain in a Court of justice, and not a merely senti-

(0) Sect. 865 Ottos Kopje Diamond Mines, (1893) L. R. 1 Ch. 618; 62
L. J. Ch. 166.

(p) (1884) 26 Ch. Div. 48; 53 L. J. Ch. 455, 578; 50 L. T. N, &, 763; 32
W. R. 390,
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mental grievance ; but is it possible for us to 88y @ prior that
assuming (though I by no means decide) the applicant to he o ;
person who, having regard to the business which he carries on ang
the place where he-carries it on, cannot register that which the *
respondonts have registered, he cannot be aggrieved ?” '

In Re Apollinaris Co.'s Trade-Marks (g) the Court of Appeal“,
(per Fry, L.J.) laid down that the object of limiting the powor of
application to the Court to a person aggrieved is to exclude the
common informor, and those desiring to interfere from sentimentg)
motives only; and whilst a grievance in the sense intended by the
Act does not mean mere annoyance, yet it is not necessary that the
applicant should prove that he is suffering serious damage.

One of the latest cases dealing with the meaning of ‘‘aggrieved”
is Re Powell's Trade-Mark (r), in the course of which Bowen, LL.J.,
said : *‘ Persons who are aggrieved are persons who are in some
way or other substantially interested in having the mark removed
from the register, or persons who would be substantially damaged
if the mark remained. It is very difficult to frame & nearer defini-
tion than that. In the Apollinaris case it was pointed out not as
a complete or exhaustive definition that people would be aggrieved
if they were in the same trade and dealt in the same article. To
my mind, it is equally true that persons would be aggrieved if they
are in the same trade, and might reasonably be expected to dealin
the same article, though not prepared to prove at the moment that
they had formed a clear determination to do so. Supposing that
this mark ought not to be on the register, it hampers those who
are in the trade and who might wish to consider the question of
embarking in another branch of the trade if lawfully entitled to do
so. It would be, fo my mind, an unbusinesslike construction to
place on the term ¢ aggrieved,’ to say that it could only be applic-
able to those who actually had formed a fixed and crystallized
intention of dealing in the particular article if permitted to do so.
If a man is hampered in his arrangements of business matters in
the future by the fact that a frade-mark is on the register which

(g) (1891)2 Ch. 186; 61 1. J. Ch. 625; 66 L. T. N. 8. 6; 8R. P. (%, 137.

(r) (1893) 2 Ch. 388; 10 R. P.C.195; 62 L. J. Ch. 848; 69 L. T. N. S.
60 ; 41 W. R. 627. Affirmed by the House of Lords, (1894) A. C. 8; 11 L.
P. C. 4.
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' Iought not to be there, he is & person who, to my mind, is sufficiently

sggrieved to come within the section.”

Thus the following are persons aggrieved : those who are engaged sgrrmgry of

'r in & business and who desire to deal in & design which they allege aggrioved.

" to be improperly on the register (8); proprietors of designs regis-

tored before the design which it is desired to remove, and who allege
they have been interfered with by the subsequent registration (t);
persons attacked in an action for infringement (u). In Horsley
Knighton's Patent (z) one of two joint patentees was enabled as an
sggrieved party to move to expunge an entry prejudicial to him
and entered on the initiative of his co-patentee ().

To rectify it is necessary to make application to the Court, i.c. Procedure on
to the High Court of Justice in England, and preferably to the ?&"}Lﬁ‘;}“}ﬁ“
Chancery Division (2). This will be so even when the registered ©atior-
proprietor is domiciled in Scotland or Ireland (a). The Court may
in any proceeding in this regard decide any question necessary or
expedient, and may direct an issue to be tried for the decision of
any question of fact. It would ordinarily be an abuse of the pro-
cess of the Court to bring an action for rectification (b); nor will
the Court grant the relief on a counterclaim (¢). The proper
method of procedure is either by motion or by summons. The ?By motion
latter is not always the cheaper, and if it be obvious that the cage ° o oons
must eventually be adjourned to Court, it will often be better to
proceed by motion (d). If the application to rectify be the

answer to an action for infringement, the course is to take out a

(8). E.g., Smith v. Hope, (1889) 6 R, P. C. 200; Re Bach’s Design, (1889)
42 Ch. Div. €61 ; 6 R. P. C. 376 ; Re Apollinaris Co’s Trade-Marks, (1891) 2
Ch.186; 61 L. J. Ch. 625; 65 L. T. N. S. 6 ; 8 R. P. C. 137 ; Talbot’s T. M.
1894; 63 L. J. Ch. 264; 11 R. P. C. 77. -

(¢) L.g., Be Read & Greswell, 42 Ch. Div. 260.

(4) Great Tower Tea Co. v. Smith, (1889) 6 R. P. C. 165 ; Re Apollinaris Co.’s
Trade-Marks, supra; Re Ralph, (1883) 26 Ch. Div. 194 ; 53 L. J. Ch. 188 s 49
L T.N. S.504; 32 W. R. 168.

(z) (1860) 8 Eq. 475 ; 39 L.J. Ch. 157.

(y) And see Green’s Patent, (1867) 24 Beav. 145 ; Morey's Patent, (1858) 25
Beav. 681 ; 6 W. R. 612.

(x) (1883) Sect. 117.

. (@) Re King & Co.s Trade-Mark, (1892) 2 Ch. 462 ; 62 L. J. Ch. 153 ; 10 R.
. C. 360.

(b) Per Bowen, L.J., in Pinto v. Badman, (1891) 8 R, P, C. 181, 187.

(¢) Ibid.

(d) The form of a notice of motion is given post, p. 267.
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summons in the action, or to move to rectify. The application i, )
often not heard as a motion, but is ordered to be placed in the ljg
of witness actions (¢). If there be no action pending, the applics.
tion, if made by summons, must be made by originating sup.

mons (f).
Notico to be Rule 27 provides that four clear days’ notice of every application
given. to the Court under sect. 90 of the Act shall be given to the Comp.

troller. As a rule the persons who are affected should be geryed
in the ordinary way prescribed for motions (g) or summons (k)
as no special procedure is preseribed by the Aocts or rules as tg
service on parties of notices of application to expunge a design, it
has been said that if such notice of the intended application be
given as natural justice requires it will suffice (¢). Thus where the
registered proprietor of a trade-mark was domiciled in Ireland,
and could not be served with notice of motion, it was held guffi-
cient to send him a copy of the notice, with a letter informing him
that proceedings had been commenced which might affect his in.
tercst (k). XKay, L.J., said: ‘“ The Act has left, and I think
designedly left, as free a hand as possible to the Courts which have
tc entertain these applications under the Act in respect of proce-
dure ”’ (1).

Comptroller The order for rectification (m) must direct that due notice of

E?l]:i?r f‘,fn"&‘;? the order be given to the Comptroller (n). And the person in whose
favour the rectification is made, must forthwith leave at the Patent
Office an office copy of the order (0). The register shall thereupon
be rectified, or the purport of such order shall otherwise be duly

entered in the register, as the case may be (p). If a name is to be

(¢) This was done in (e.q.) Re Read & Greswell's Design, supra, and in Re
Back’s Design, supra.

(f) (1893) Order LIV. rule 4 (b), (c), (d) ; Forms, App. K, Nos. 1a, &ec.

(g) B. 8. C. (1883) Order LII.

(k) R. 8. C, (1893) Order LIV, rule 4 (e).

(v) Re King & Co.’s Trade-Mark, (1892) 2 Ch. 462; 62 L. J. Ch. 163 ; 67
L. T.N. 8.33; 40 W. R. 580; 9 R. P. C. 350.

(%) Ihd.

(1) Ihd. p. 490.

(m) See Forms, post, p. 258.

(n) (1883) Sect. 90 (3).

(o) Rule 28.

(p) Rule 28. When the rectification is required in pursuance of any pro-
ceeding in a Court in Scotland or Ireland, see sect. 111, post, p. 170.
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removed, the register is reotified by striking out the name with pen
‘and ink, and adding, * By order of the Court of , dated,
%o., this name has been erased.”
There is an appeal from the decision of the High Court to the Appeal is as

" Court of Appeal ; and for purposes of procedure it is treated as an ﬂrlfifrfl"“l

appeal from 8 final order (q).

MISCELLANEOUS,

The Comptroller i8 empowered (a) to correct any clerical error Correction of
in or in connexion with an application for a design () ; or (b) to f,?ré%fﬂ,gfrm
correct any clerical error in the name, style, or address of the troller.
ragistored proprietor (r). The application must be in writing, in
Form M (8), and must be accompanied by a fee of five shillings (¢).

Sect. 55 (2) of the 1888 Act provides that the register of designs
shall be primd facte evidence of any matters by this Act directed or
authorised to be entered therein. -

Sect. 89 of the Act of 1888 makes sealed copies purporting to be Certified
certified by the Comptroller evidence in all Courts in Her Majesty’s ﬁﬁgfitiﬁ f&c_,
dominions, and in all proceedings, without further proof or produc- mggfl"
tion of the originals. Such certified copies, sealed with the seal of
the Patent Office, are to be given to any person who requires them,
and paying the prescribed fee (u). And a certificate purporting to
be under the hand of the Comptroller as to any entry, matter, or
thing which he is authorised by this Act or by any general rules
made thereunder to make or do, shall be primd facie evidence of
the entry having been made, and of the contents thereof, and of the
matter or thing having been done or left undone (x).

Falsification of the register, or of documents purporting to be Falsification
copies of the register, or using any such documents, is made a of register.
misdemeanour (y).

(q) See Re Riviére's Trade-Mark, 26 Ch. Div. 48, 53. For matters relating
to rectification, cf. sect. 35 of the Companies Act, 1862, and the notes thereon
in Buckley on the Companies Acts.

(r) (1883) Sect. 91.

(s) Post, p. 252.

(t) Rules, Sched. I.
_ (u) (1883) Sect. 88. For fee, see the echedule to the Rules, post, p. 185,
Forms I and J, vost, p. 249.

(x) (1883) Sect. 96.

(y) (1883) Sect. 93.
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CHAPTER VL

THE PROPRIETOR.

THE registration is to be made on the application of any person
claiming to be the proprietor of any new or original design (a)
Dofinition of and in sect. 61 a definition of the word ‘‘ proprietor ” is given. I
proprietor.  yung as follows : ‘‘ The author of any new and original desig
shall be considered the ¢ proprietor’ thereof, unless he executed
the work on behalf of another person for a good or valuable cop.
gideration, in which case such person shall be considered the -
proprietor, and every person acquiring for a good or valuable con-
sideration & new and original design, or the right to apply the
same to any such article or substance as aforesaid, either exclu.
sively of any other person or otherwise, and also every person on
whom the property in such design or such right to the application
thereof shall devolve, shall be considered the proprietor of the
design in the respect in which the same may have been so
acquired, and to that extent, but not otherwise.”
Persons who From this it will be seen that there are five classes of persons
;)l:‘%“?:tﬂl‘& who may be considered proprietors: (1) the author of the design;
(2) a person who employed the author to cxecute the work for good
and valuable consideration ; (8) a person acquiring the design for
good or valuable consideration ; (4) a person acquiring the right to
apply the design to articles, &ec.; (5) persons on whom the design
or these rights may devolve.
Speaking of those included in (2), Malins, V.-C., in Lazarus
v. Charles (b), said: ‘‘ I take it that where a person is .engaged
in any ornamental business, and has & workman in his employ
> (@) (1383) Sect. 47 (1).
(b) (1873) 16 Eq. 117; 42 L. J. Ch, 507; and see Il¢ Heinrich’s Design,
(1892) 9 R. P. C. 73. And as regards the rights of a master to the book in

which his servant has entered his inventions, see Makepeace v. Jackson, (1814)
4 Taunt, 770.
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‘ander him, who makes a design which is new and original, that
design would become the property of his master by virtue of the
relations that exist between them.”

The case of Lazarus v. Charles (bb) is a good illustration of the
limits within which the claims of persons demanding registration
qander (8) will be allowed. The plaintiffs had seen a design in
a shop in Frankfort, and they entered into a contract with the
designer and manufacturer at Frankfort, to purchase from him
" paskets of the design in question, which they imported into this
country. The Vice-Chancellor decided that they were not pro-
prietors. He said : * Here it is admitted that the plaintiffs are
not the designers of the article, and though they stated in the
original bill that they were the designers, & different version is
given of the plaintiffs’ right in their subsequent affidavit, and it
now turns out that they saw the design in a shop at Frankfort, and
that they brought it over to this country ; but they state that they
entered into an agreement with the manufacturer at Frankfort that
‘they would purchase these baskets from him. This shows at once
thet the plaintiffs are not entitled to any merit of invention; they
only did as any one else might do, that is, they purchased the
articles, but they gave no consideration to entitle them to be the
proprietors of the design under the terms of the Act, for the agree-
ment to purchase the articles from the manufacturer can form no
consideration within the meaning of the statute. Therefore they
are not the designers of the article, nor are they entitled to be the
proprietors by virtue of having purchased the design for valuable
consideration. That is, in my opinion, a fatal objection to the
plaintiff’s title.”

A person acquiring the right, for good or valuable consideration,
to apply the design is a proprietor, whether he uses the right exelu-
sively of any other person or otherwise. Under these words may
be included an assignee of the registered design (¢). The proce-
dure relating to assignment is dealt with post (d).

79

Licenseen also may be registered as proprietors (¢), and unless Licensees.

(bb) See previous note.
(¢) See Jewitt v, Eckhardt, (1878) 8 Ch. Div. 404,

(d) P. 80, and sce ante, p. 68 ; and see (1883) sect. 55 and sect, 87.
(e) Jewitt v. Eckhardt (supra).
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they are so registered they cannot proceed aganst infringers ( f)_
But a person engaged as exclusive agent for sale with power ¢,
register tho designs in his own name for protection, is not entitleg
to registration as proprietor, when there 18 given no right to mapy.
facture in accordance with the design, or to apply the inventiop
to goods manufactured elsewhere; for this see e Guiterman'y
Registered Design (g). In Jewitt v. Eckhardt (gg), by a verhs]
contract made in July, 1877, C., an American manufacturer, pur.
ported to sell to the plaintiff the exclusive right to sell in England
an article newly designed and then about to be manufactured, and
also to obtain such protection for the same as he could do-undep
English law, it being stipulated that the plaintiff should obtain the
article exclusively from C.: by the same contract C. agreed to sell
to the plaintiff the first twenty cases of the article for the price
agreed ulion, which was to cover both the right and the goods,
In September, 1877, the cases were delivered in England to the
plaintiff, who paid the money due under the contract. Meanwhile,
in August, 1877, the plaintiff had obtained registration of the
design under 5 & 6 Vict. ¢. 100, and the copyright therein was
oranted to him for the term of three years. In an action to
restrain the alleged infringement by the defendant of the plaintifi’s
copyricht : held, on the evidence, that the plaintiff had not
acquired under the contract the right to apply the design to a
manufactured article, so as to entitle him to register it in his own
name under the Act : held, also, that the plaintiff’'s right (if any)
to protection could not have accrued till the completion of the
purchase.
Ticences and It is necessary to registration of assignees or licensees that the
f;fl‘;gtng"i':“ assignment or licence should be in writing. Such was expressly
- writing. decided in Jewitt v. Eckhardt (gg) under the former Act, and it is
submitted that the law is still the same (4). The assignment or
licence cannot be registered until the original proprietorship has been
registered (gg). Jessel, M.R., in Jewitt v. Eckhardt (gq), says: “ It
would have this very singular consequence if you could. If a licence
by the author or the sole proprietor of a design be granted before

(f) Wooley v. Broad, (1892) 1 Q. B. 806 ; 61 L. J. Q. B, 269; 9 R. P. . 208.
(9) (1886) 56 L. J. Ch. 309. *

(g9) Jewitt v. Eckhardt, ante, p. 79.
(k) Wright, J., in Wooley v. Broad, (1892) 1 Q. B. 806; 9 R. P. C. at p. 212.
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istration, and the licensees had a right to register and to

" publish, nobody elso could register it sfterwards, and the original

proprietor would lose his right, whioh would be a singalar result.

. Whereas, if the provision of the Act is, as I think it is, to have

registration on the part of the author and proprietor before he

grants out the partial interests, then there is no difficulty, because
evory man who gets a partial iuterest registers under the 6th
section, and that grant must be in writing.”

On death of the proprietor, the property in the design goes to his
personal representatives, and they become the proprietors.

It is also worthy of observation that in disputed cases the burden
of proving proprietorship is on those who claim it (¢).

(1) Hothersall v. Moore, (1892) 9 R. P. C. 27 ; Re Heinrich's Design (supra).

E.D. G
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CHAPTER VIL
MARKING.

In order to prevent infringement through ignorance of rogistrs.
tion, it has been provided that ‘‘ before delivery on sale of any
articlo to which a registered design has heen applied, the pro.
prietor of the design shall cause each such article to be marked

with the prescribed mark, or with the prescribed word or words or~

figures, denoting that the design is registered ; and if he fails to
do so the copyright in the design shall cease, unless the proprietor
shows that he took all proper steps to ensure the marking of the
article ”’ (a). '

And Rule 82, as amended by the Designs Rules, 1893, prescribes
that the proprietor shall, if the article is included in any of the
Classes 1 to 12 (b), cause the article to be marked with the
abbreviation “ RP.” and if the article is included in Classes 18 or
14 (D), cause each such article to be marked with the abbreviation
“ REGP.” On any article other than lace shall be placed the
number appearing on the certificate of registration.

The Aect will be construed strictly (¢). But it has been decided
that if an article in Classes 1 to 12 is marked ‘ REGP,,” the
copyright in the design is not lost, inasmuch as the greater will
include the less (d). The substitution of ‘ RP.” for ¢ REGP.” on
goods in Classes 18 and 14 would probably oe fatal.

The copyright will be lost for want of marking even though the

‘ gale be made abroad (¢). And though but one article be sold

Differences

without a mark, the copyright may be lost to the proprietor (f).
The wording of this section is not the same as that of the cor-

(a) (1883) Sect. 51.

(b) See Schedule 111, to the Rules, post, p. 186.

(¢) Prerce v. Worth, (1868) 18 L. T. N. 8. 710.

(¢) Heinrichs v. Bastendorff, (1893) 10 R. P. C. 160.

(¢) Baranzin v. Hamel, (1863) 32 L. J. Ch. 380; 7 L. T. N. 8. 660 ; 32 Beav.
145.

(f) Hunt v. Stevens, (1878) W. N. 79.
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responding section under the former Acts. It is now provided
~ ¢hat the mark must be upon the articles * before delivery on sale ;
ander & & 6 Viet. o. 100, it was provided that the marl: must be
gpon the article “after publication.” The difference would seem
to be that whereas exhibiting a design without a mark (¢.g. exhibi-
tion by travellers with a view to getting orders) would have caused
a forfeiture of copyright under the old Act, under the present law
that action will not cause forfeiture.

But mere desire and intention to comply with the Act will
not avail, if as a fact the article is delivered on sale unmarked.
This is illustrated by the case of Wooley v. Broad (g). The
facts were that W., the registered proprietor of lace designs,
agreed to sell to W. & Co., and did sell, lace manviactured by
W. according to the design, in the brown or unfinished state;
W. & Co. were to have the exclusive right to sell the lace manu-
factured according ‘to the design in the finished state. W. & Co.
agreed to register the design in W.’s name, and to mark the lace
before putting it on the market. Lord Coleridge held that the
transaction between W. and W. & Co. amounted to a ‘‘delivery
on sale,” and that the lace being unmarked, the copyright in the
design had been lost.

The proviso *‘ unless the proprietor shows that he took all proper
steps to ensura the marking of the goods ™ (&), was not in the
former Designs Acts. Under these it was decided that a proprietor
- who had ordered from a maker plates with the proper words and
numbers, but who had sold an article before the plates had arrived,
had lost his copyright (k%). 1t is submitted that even the proviso
would not protect in such a case.

In one case the proprietor instructed the manufacturer to stamp
the proper mark upon the articles, and furnished him with a die,
but the manufacturer by inadvertence stamped them with another
die, and the proprietor sold some of the articles without observing
and error ; Pearson, J., decided that the copyright was not lost,

and that the proprietor was protected by the proviso (i). But in

(9) L. R. 2 Q. B. 307; 61 L. J. Q. B. 808; (1892) 9 R. P. C. 429.
(h) (1883) Sect. b1.
(hh) Pierce v. Worth, supra.

(i) Wittman v, Oppmhﬂm, (1884) 27 Ch. Div. 260 .04 L. J. Ch, 56 ; 50

G 2
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that case the letters “ RP.” were stamped. on the article, though
the numbers were incorrect. In the course of his Judgment
Pearson, J., said : ‘“ The next question 18, what is the meaning of
the words ¢ unless the proprietor shows that he took all proper
steps to insure the marking of the article.” I can understand they
this proviso would hit the case of the marking being imperfeo,
deficient, for instance, in a number or part of a number. . Byt i,
a great many cases which might avise I should find it far more
difficult to decide what the words meant, and I hope that it may
fall to the lot of some other Judge than myself to deal with sncl
cases when they arise. Taking the words literally, they woulg
extend to such a case as this—if the proprietor of a design
employed & manufacturer to make a large quantity of the articleg
for him, and gave him directions to put the proper mark on them,
and the manufacturer omitted to put any mark at all on them—I
do not intend to decide the point now, it is not necessary that I
should do o, but—so far as I can see at present, the whole of
those goods might be sold in the market without any mark at all,
and yet the copyright would not be forfeited, if the saving clause
is to be read literally.”

In Wooley v. Broad (k) it appeared thait the lace was never sold
retail in the brown state, thal on finishing the lace goes through
goveral processes, and that if a ticket with the registration made
were put on the brown lace, it would have to be taken off during
the finishing operation, otherwise it would be destroyed. Also it
was proved that the agreement was that W. & Co. should see to
the proper marking before pufting the lace on the open market.
Nevertheless it was decided that the plaintiff had not brought his
case within the proviso.

In Johnson v. Bailey (I), two designs for earthenware teapots
were registered; on the bottom of each teapot was a raised
parallelogram with some marks thereon which could not be de-
ciphered, but which were said by the proprietor of the design to

L.T.N.S. 713; 32 W, R. 767. In this case it was also decided that in a

proper case the proprietor of a design registered under 5 & 6 Vict. ¢. 100, ina_?
now obtain the advantage of this proviso.

(k) Supra.
(1) (1893) 11 R. P. C. 21.
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“ bo ¢ RP.” and the number. It further appeared that the teapots

wore mede in moulds which had at the bottom a hollow parallelo-
gram with “RP.” and the figures embossed. The mould was

' yjable to wear out. The proprietor had given precise instructions

to his workmen that each teapot should bear the prescribed mark,
and he believed that his instructions had been carried out. It was
decided that the proprietor had not done sufficient to bring his case
within the proviso ; itis not sufficient to prove general instructions;
he should have seen that his instructions were carried out, either
by inspection of each teapot, or jn some other manner. The Court
of Session added that it is not possible to give any definition of
general application of the meaning of the words of the statute, * all
proper steps to ensiure the marking of the article.” KEvery case
must be judged according to its own special facts, and the question
is one for the jury to answer (m).

It is the duty of the proprietor to put the mark upon the article.
A licensee may be a propriefor (), and any sale by him of an
article without the registration mark will cause forfeiture of the
copyright. The same result may be caused by the neglect of a
co-owner. Under the old Acts the interest of the person who
published without the mark was alone affected by the want of

mark.

But if the mark be properly placed on an erticle, the copyright Removal of
will not be aftected though the mark be removed by any person not ;i‘;‘;,‘f,iq’;r_
being the proprietor (o) (e.g. by the purchaser) ; nor though the legible
mark has become illegible. In Fielding v. Hawley (p) it was "™
decided that if during the process of manufacture, e.g. by firing
and glazing, the mark hecomes in some cases illegible, it having
been properly there originally, the protection is not lost. But if
the mark has never been properly applied the case is different (g).

It 18 sometimes difficult to say in what -nanner the mark should Method of
be applied. The following rules, it is submitted, represent the law markiog.

(m) P. 24.

(n) (1883) Sect. 60. -

(0) Coleridge, J., in Heywood v. Potter, (1853) 22 L. J. Q. B, 133; 20 L. T,
N.8.207; 1 E. & B. 439 ; Saranzin v. Hamel,(1863) 32 L.J. Ch. 380 ; 7 L.'T,
N. S. 660 ; 32 Beav. 145.

(p) (1883) 48 L. T'. N. S. 639.

(g) Nee Johnson v. Baily, (1893) 11 R. P. C. 21.

p A
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a8 it now stands: (1) Tho marks msy be put on by making thy

game in or upon the material itself or by attaching thereuntg g

label with tho marks upon it (7). (2) The article sold is along the

thing to be marked (s). (8) If the article is sold in long strips,
each strip must be marked ; if it be sold in small pieces, each
piece must be marked (?).

The following cases are illustrative :—

Fielding v. Hawley (u). A design was registered for a butter.
dish and cover, the cover being separate from the dish, and the
entire design being upon it ; the dish was marked. It was helg
that this was sufficient, inasmuch as the dish and cover together
formed the article sold.

De la Branchardiére v. Elvery (x). The plaintiff, the registered
proprietor of a registered design for lace collavs, published a book
containing copies of the design. It was decided that the non-
marking of the copies in the book was not a breach of the require-
ments of the statute, which made marking of the * articles"”
compulsory. |

Heywood v. Potter (y). The designs in question were applicable
to paper-hangings, and the plaintiff had sold unmarked patterns,
The ordinary custom was to sell paper-hangings in pieces of twelve
yards each, and the plaintiff had caused the proper mark to be
placed upon each piece of twelve yards, but not upon the patterns
which had been cut off from the twelve yards pieces. The patterns
were sold. Lord Campbell, C.J., and Wightman, J., considered
that the plaintiff had not complied with the Act as regards mark-
ing ; Coleridge, J., was of a contrary opinion. Coleridge, J.,
admitted, however, that the pattsrns were articles of manufacture
within the literal sense of the Act, and it has been decided that the

(r) Blank v. Footman, (1888) 39 Ch. Div. 678; 57 L. J. Ch. 909 ; 36 W. R.
921; 69 L. T. N. 8.567; b R. P. C. 663. This was expressly provided by
gect. 4 of the Act of 1842,

(8) Blank v. Footman (supra) ; Fielding v. Hawley, (1883) 48 L. T. N. S. 639 ;
De la Branchardiére v. Elvery, (1849) 18 L. J. Ex. 381 ; 4 Ex,. 380.

. () Heywood v. Potter, (1855) 22 L. J. Q. B. 133; 20 L. T. N. 8. 207; 1 E,
& B. 439 ; Blank v. Footman (supra) ; Hothersall v. Moore, (1892) 9 R. P. C. 7.

(u) Supra.

(x) Supra.

(y) Supra.

SR
,
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 Designs Aots are io be construed striotly (2). It is submitted,
. therefore, that tho view of the majority of the Court would be fully
. pocepted. In Fielding v. Hawley (a), Field, J., said : *“ If & manu-
facturer takes a large piece and cuts it up inrto smaller pieces as
gamples or otherwise, then of course each must be marked.” Under
the present Aot this would be so only if the samples were sold.

87

Blank v. Ifootman (b). The design was one for trimmings; Trimmings.

there was no mark upon the trimmings, but they were sold in
pieces of 144 yards in length, and round each piece was a label
. bearing the proper mark. This was held to suffice. Keokewich, J.,
said : “ It has not been argued that the trimming itself ought to
be marked, and it would be impossible, and it is admitted that it
would be impossible, to say where and how often it should be
marked. It is obvious that you could not mark every quarter of
an inch, and that even if you could do it, you could not in lace
work like this preserve the thing if you were to stamp it with
marks. Therefore it is not suggested that this ought to be done,
but it is said that every article, however small, ought in some way
to show that it is a registered design. That to my mind is entirely
a misconstruction of the 51st section. The Act may or may not go
far enough, but the Act says that a mark is to be placed before
delivery on sale of any articles to which a registered design is to be
applied. The marking is to be caused to be done by the proprietor
of the design. If the proprietor of this design does not sell those
articles of dress to which the trimmings are affixed, the section
lays no liability upon him to mark those articles of dress. What
i8 to be marked by him is the article to which a registered design
has been applied—that is the trimming. If he sells it in pieces of
144 yards he must mark the pieces of 144 yards. If on the other
hand he sell small pieces, whether for patterns or for use, he must
mark each small pattern in some manner in which those things can
be conveniently marked, as, for instance, by tying on a label or by
printing something on the packet in which it is. But he is not
bound to mark any thing but that which he sells, and that is the

(#) Pierce v. Worth, (1868) 18 L. T. N. 8. 710; and see Johnson v. Baily,
(1893) 11 R. P. C. 2L

(a) Supra.

(b) Supra.
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exact consequence of the decision in Fielding v. Hawley. Thers.

the Court held that whether it was a small piece or a large piece
he must mark the piece sold, and so 1 say—ho must mark the
piece sold and need not mark anything else. That is the obligs.
tion the law lays upon him, and it seems to me that in this cage
the obligation has been complied with.”

Hothersall v. Moore (c) was a case relating to & design for
dusters. The dusters were made up into pieces which could he
cut up into twelve dusters, and & gummed label, having upon it
the proper mark, was attached to each piece. As it was proved
that the piece was intended to be cut up into twelve dusters,
Bristowe, V.-C., came to the conclusion that there were twelve
articles in each piece and not ome, and that the murking was
defectave.

There might be some difficulty in fellowing the decision so far,
for the registration was of the piece, the goods were sold by the
piece, and the piece was marked. It might therefore well be
argued that the article sold had the mark upon it. But it seems
that the piece was made with the intention that it should be cut into
twelve pieces and so sold, and the Court found as a fact that the
proprietor himself was actually cutting up these pieces into
individual dusters, and was having them hemmed and prepared
for sale, 'The decision amounted to a finding of fact that the so-
called pieces were in reality twelve articles.

(¢) Supra.
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CHAPTER VIII.
INFRINGEMENT.

Tue effect of registration is to give the registered proprietor of Effect of
the design a copyright for five years from the date of registration (a), Registration
that is, from the date of the receipt of the application for registra-
tion by the Comptroller (b). This means that the registered pro-
prietor shall have the exclusive right to apply the design to any
article of manufdcture or to any substance in the class or classes

. in which the design is registered (¢). Pending the existence of the
copyright in the design, therefore, it is the right of the registered
proprietor to have infringement prevented.

It is necessary in the first place to determine what is infringement.

INFRINGEMENT.

The first part of sect. 58 of the Act of 1883, as amended by
sect. 7 of the Act of 1888, runs thus :—

(a) It shall not be lawful for any person without the licence or
written consent of the registered proprietor to apply or
cause to be applied such design or any fraudulent or obvious
imitation thereof, in the class or classes of goods in which
such design is registered, for purposes of sale to any article
of manufacture or to any substante artificial or natural or
partly artificial and partly natural ; and

() It shall not be lawful for any person to publish or expose for
sale any article of manufacture or any substance to which
such design or any fraudulent or obvious imitation thereof
shall have been so applied, knowing that the same has been
80 applied without the consent of the registered proprietor.

(o) (1883) Sect. 50 (1).

(b) Rule 20.
(¢) (1883) Sect. 60.
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Digtélg:lltom This section makes a very considerable difference in the Position - I
l

manufacturer  of an infringer, depending upon whether he be a manufacturer of .
:nlglirﬁgg °r ol the article or merely a vendor of it. In the former case Innocence
design. is not an excuse, in the latter case it is.

Position under ~ Under the Act of 1842 it was forbidden to publish, gel] or
repealed Act ’

of 1842. expose for sale, ‘‘after having received, either verbally or jp

writing, or otherwise from any source other than the proprietor of

such design, knowledge that his consent had not been given, op '

after having been served with, or had left at his premises 5
written notice, signed by such proprietor or his agent to the
same offect (d). Under this section it was decided that a notice
from the proprietor is not sufficient unless it expressly state that
the proprietor of the design has not given his consent to the
application of the design, and which does not state whether the
proprietor intends to sue either for the application of the design to
an article of manufacture, or for the sale of such article with the
design applied ; the notice should have specified the real claim

And under the intended to be made (¢). Under the present Act an express

existing Acts. notice is not required ; it 1s sufficient to constitute a piracy bya
vendor if the vendor can be in any way shown to be aware that the
proprietor has not given his consent to the use of the design in
question. But the case just mentioned is valuable as an example
of the kind of knowledge that must be proved to exist (f).

Tho notice re-  'The sub-section (b) of the 58th section is intended to protect a
quired to

afoctn vendor, Yetail -dealer, or dealer selling goods and not being himself the
manufacturer of them, so that if he sell goods of which he has no

knowledge that they are registered he does no wrong ; but if he
gells them after knowledge is brought home to him that the
designs are registered and that the proprietor is not an assenting
party to their sale by him he became liable (f).

Euses]o:il f In Smith v. Lews, Roberts & Co. (g),the facts were these : On 17th
v;f;:;fv_ 80 May, 1887, the plaintift's solicitors wrote to the defendants, *“ Mr.

Robert Smith informs us that it has come to his knowledge that you
have in your warehouse exposed for sale, and have been in the habit

d) 5 & 6 Vict. c. 100, 5. 7.

(¢) Nerton v. Nucholls, (1859) 28 L. J. Q. B. 225 ; 33 L. T. 131 ; 7 W. R. 720,
(f) Smith v. Lewns, Roberts & Co., (1888) b R, P. C, 611, 614.

(9) Supra.

_—
Y e g
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. of selling, Lieno canvas striped goods, the patterns of which have been
*registered by our client. On his behalf we have to request you with-

~in goven days from this date to supply us with a full statement

i
showing the quantity of goods which you have sold, the quantity you

Jave in stock, the name of the manufacturer. If this information is
not given within the time mentioned our instructions are to com-

" mence an action against you forthwith.” Some of the goods were

sold for the defendant on 21st May, he being then away from busi-
ness, but on his return he stopped the sale ; it was, however, not till
6th June that the defendants became convinced that they had been
dealing in goods of the plaintiff’s registered design. Bristowe,

o1

v.-C., found for the defendants. He said (%) : *‘ In this case the A notice held

retail dealer is selling goods for a considerable period of time, an
he had no claim made against him on the ground that the goods
were registered goods at all. In order to bring the case within the
Act of Parliament, I think it must be necessarily shown that the
retail dealer knew at the time of the exposition for sale that the
design applied ‘to the goods exposed for sale was applied without
the consent of the registered proprietor. Now surely it is necessary
that the person giving the first notice should give such a notice, if
it is in writing at all, as to be intelligible to the person charged,
so that he may know what is alleged against him. . . . . He must
have the particular thing explained to him which it is claimed has
the right of registration.” The Vice-Chancellor said that the letter
of notice was too vague, as it did not contain any pattern of the
design, nor state any detail of what was claimed.

The result seems to be that a vendor who has not actually
applied the design to goods, but who is selling goods to which the
design has been applied, will not be guilty of piracy unless it can
be shown that he was publishing or selling with knowledge of the

facts ; and knowledge will not be imputed to him on the strength

of the receipt of notice, unless the notice clearly specifies the
design alleged to be infringed. He is not bound to regard rumours,
nor, provided he acts with bona jfides, to follow up with inquiries
an ambiguous notice. On the other hand, he certainly will not
be allowed to escape, even if he reccived no direct notice at all, if

(k) Page 615.

d too vaguo,

Notice to
show know-
ledoe must be
exp?icit.
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1

the Court is of opinion that he had other knowledge that the
goods he is selling are infringements of a registered design,

A person acting as agent for another may he liable for infringe.
ment, if he publish or exposes for sale goods to which the design
has been applied, and if he is aware that the proprietor bas not
given his consent to this (7). |

If the proprietor grants a licence to make goods to which the
registered article has been applied, the vendees from the licensee
do not infringe if they in turn sell the articles, though they knoyw
that the registered proprietor has not given his consent to their go
doing. The licence involves consent to sale by vendees of the
licensee (k).

The section seems to point to three classes of infringement,
viz. (a) Application of the design for the purpose of sale; (b) Ap.

_plication of any fraudulexnt imiilation of the design for the purposes

of sale; (c) Application of any obvious imitation of the design for
the purposes of sale (). Copyright in a design being conferred by
statute, and the Patents Acts, 1883 to 1888, forming a complete
code as to actions for infringement (m), it follows that unless the
application of the design falls in one of these classes, there is no
infringement, Hence there seems to be nothing to prevent an

sale purposed. imitation of a design unless the purpose for which the imitation is

Imitation,

made be the sale of the article to which the design 18 applied.

“ Imitation ” is & word used in different senses. If it be taken to
mean an exact copying of the design, it is undoubtedly an infringe-
ment. But if it mean a fair imitation of it, accompanied by original
work, so that the old design and the new design are different sub-
stantially, there may be no infringement. In Thom v. Sydall (n)
it was said by Wickens, V.-C., that the mere fact that defendants
had worked upon the plaintiff’s design constituted no case to show
that patterns registered by sample have been infringed by the de-

(z) Moet v. Couston, 33 Beav, 578 ; 10 L. T. (N. 8.) 395; Upmann v. Elkan,
7 Ch. 130; 41 L. J. Ch. 246 ; 256 L. T. (N. S.) 813 ; 20 W. R, 131; Nobel’s

Explosives Co. v. Jones, (1880) 17 Ch, Div. 721, 742 (affd. 8 App. Cas. 4); 49
L. J. Ch. 726.

(k). Thomas v. Hunt, (1864) 17 C. B. N. 8. 183.

(1) % Obvious” imitation was not mentioned in 6 & 6 Viet. ¢, 100, s, 7.

(m) Wooley v. Broad, (1892) L. R. 1 Q. B, 806; 9 R. P. C, 208.
(») (1872) 26 L. T. N. §. 16.
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. gandents. In Barran v. Lomas (o) the late Master of the Rolls

«aid that a fair imitation of an original kind is not an infringement.

The words * obvious imitation ’ were construed in the case of Obvious
Grafton v. Watson (p). Mr. Justice Chitty said that ‘‘ obvious fmitation.
smitation *’ was such an imitation as would strike the eye (assisted
:¢ need be with expert evidence) as clearly taken from the original
design. To test this, the designs need not be put side by side ; it
 is permissible to look first at one and then at the other, or to look
at them both a little distance off. If then they seem the same, so
much so that from memory they are indistinguishable, there is an
obvious imitation and therefore an infringement. So there is an
obvious imitation if when the designs are used on dress or on
farniture, they would without minute inspection be taken to be
identical. If, on the other hand, on inspection the designs are
found to be identical, there would not be an *‘ obvious imitation,”

but an actual copy (g).
A fraudulent imitation is imitation with knowledge that the Fraudulent

pattern is o registered design, and without any sufficient invention mitation.
on the part of the imitator (r). In Sherwood v. Decorative Tile
Co. (8), Manisty, J., quotes some remarks of Cotton, Li.J., adding
some of his own. He says: ‘‘ It may not be easy, 1 do not say it
ig impossible, to define in words exactly what is meant by a fraudu-
lent imitation. I think the word was introduced for the very pur-
pose of meeting the case of an imitation, not an obvious imitation,
but an imitation varied for the purpose really of perpetrating what
is a legal fraud. For instance, having before your mind and before
your eye the design of another and introaucing into your design
some differences in order, if possible, to avoid coming within the
Act of Parliament; and I do not think I can do better (seeing that
I have not had time to write a judgment, and I think it very desir-
able to give one without writing it) than read a few lines from Lord

Justice Cotton’s judgment in Grafton v. Watson as applicable to

. (o) (1880) 28 W, R. 973.
(p) (1884) 50 L. T. N. 8. 420; 51 L. T. N. S. 141.
(¢) 50 L. T, N. S. 420 ; and see Sherwood v. Decorative Tile Co., (1887) 4 R.

P, C. 207.
(r) Cotton, L.J., in Grafton v. Watson, (1884) 61 L. T. N, S. 141 ; Barran

v. Lomas (supra). -
(8) Supra.
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this point. In that case there was an application (it was a vorj' I'ﬁ";f.
strong thing in such a oage to grant an injunction) for an injﬁno- "
tion before trial to restrain the defendant from using the plaintiff’s
design. Lord Justice Cotton says : ‘ These designs obviously were -
geen by the defendants before they gave instructions for preparing |
their designs ; and it is remarkable that though there is undoubt.
edly & certain dissimilarity, yet to the eye there is, as is admitted,
such a general similarity as to produce the appearance of imitation,
as was said by the counsel for the defendants, when you hold it at
a certain distance.’” That is just the argument that has been used
" in this cage. In that case the counsel admitted that the defendants
had seen the plaintiff’s design, and in this ocase they wish me to
come to the conclusion that they had not seen it, and I shall com-
ment upon that in a few moments. Let me see how the Lord
Justice proceeds: ¢ Undoubtedly there are differences, but when
one looks at the designs one sees that the places where the Jight
ground is covered with the dark colour (I call all colour dark as
compared with the light ground) in the intervals of what is called
the dominant ornament are very much the same both ‘in those
patterns of the plaeintiffs’, which are said to be imitated by the
defendants, and in the defendants’ patterns; and the subordinate
arrangement, although entirely old, 18 so arranged with referencs
to the dominant as in substance to produce something like a
similarity, and that I think upon the evidence is a primd facie case
on behalf of the plaintiffs if it is fraudulent. Fraudulent imitation
to my mind must mean this : if & man knowing that the patiern is
a registered design goes and imitates it, and does that without any
sufficient invention on his own part, that wonld be a fraudulent
Unconscions  imitation, if in fact it is an imitation. There may be an imitation
imitation.  p<0h is unconscious, that is to say, not an imitation in the sense

of copying—a producing of the same effects without knowing of the
registered design, but wnen the registered design is known, then,
if there is imitation, the burden of proving that the registered
design was not copied is, to my mind, thrown on the person who
produces the pattern like that which is imitated. It is not fashion,
or anything of that sort, that is to be protected, the design is to be
protected. In my opinion there is here a primd facie case of imita-
tion, and without such further explanation as may be given by the
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. dofendants, such primd facie imitation is, in my opinion, within

the meaning of the Act a fraudulent imitation,” It was a strong

thing to grant the injunction before trial, but it establishes this,

- that where you find these minor differences alluded to by the Lord

Justice, and find what he points out, and which really exist in this
case, then there is & primd facie case.”

95

Infringement is & question of fact and is a matter left to the Infringement

jury (¢)- Though witnesses may be examined, and should be heard
if desired by the parties (u), the point is one to be determined by
the eye (x). The question of novelty, apart from questions of
priority, aud so far as similarity or identity of designs is concerned,
and the question of infringement raise almost precisely the same
kind of consideration, and the decisions dealt with in the chapter on
povelty may be referred to here (y). Hence an application for
infringement is often met with an application to expunge from the
vegister for want of novelty the design alleged to have been in-
fringed, and much of the evidence and arguments will apply to
action and motion alike (2).

When infringement is alleged it is necessary to prove, not that
the imitating article is identical in all respects with the registered
article, but that it is fo all appearance the same. In Holdsworth
v. McCrea (a) Lord Westbury said that when a pattern is regis-
tered as & whole anything which is a facsimile is an infringement,
anything which produces it in its integrity ; but that which is dif-
forent in shape or form or in the relative positions of the different
parts, which is not a reproduction of it, would not be an infringe-
ment. Dealing with the same case, and with these words, Lord
Hatherley said (b) that what was meant was that “ the designer is

(t) Asin Chard v. Cory, (1892) 9 R. P. C. 423.
() Mitchell v. Henry, (1880) 156 Ch. D. 181; 43 L. T. N. 8. 186.
(x) Grafton v. Watsom, (1884) 50 L. T. N. 8. 420; 61 L. T. N, 8, 141;

a question of
fact.

What amounts
to infringe-
ment.

Appearance
the same.

Hothersall v. Moore, (1892) 9 R. P, C. 27 ; Demartial v. Booth, (1892) 9 R. P. C.

499 ; Holdsworth v. McCrae, (1867) L. R. 2 H. L. 380 ; Hecla Foundry Co. v.
Walker, (1889) 14 A. C. 550, 556; 6 R. P. C.554; Mitchell v. Henry (supra) ;
. Sherwood v. Decorative Tile Co. (supra).

(y) Anfe, p. 23,

(z) E.g., see Le May v, Welch, (1884) 28 Ch. Div. 24 ; 64 L. J. Ch. 279 ; 51
L. T. N. 8. 867 ; 33 W. R. 33.

(o) (1867) L. R. 2 H. L. 380, 386.
- () (1870) 6 Ch. 418; 23 L. T. N. S. 444,



96

Lace.

Kitchen-range
door.

Eyo the judge.

INFRINGEMENT.

not bound, as in a patent case, to distinguish the new from t]ie'
old, and is allowed to register his pattern without diatinguiﬂhingf"
what is new from what is old ; but if he chooses to put it in.they
way, it will not be protected against the public in case they choggs
to use any portion in any manner substantially differing from the
registered design. If the designs are used in exactly the samg
manner, as I hold they are in this case, and have the same effet,
or nearly the same effect, then of ccurse the shifting or turning
round of a star, as in this particular case, cannot be allowed t,
protect the defendants from the consequences of their piracy.”

And see Barran v. Lomas (c), in which Jessel, M.R., said that the
production of an article containing an alteration which does not
substantially change the design is still an infringement ; thus, if
one register lace, worked in the shape of animals and frees with
dots between, another designer cannot escape the penalties of in.
fringement if he vend the same design though with the omission
of the dots.

In Walker v. Hecla Foundry Co. (d) the design in question
was one for a door for a convertible kitchen range—a rect-
angular door with a moulding cast on the top of it. The
alleged infringement was a rectangular door surrounded by a
moulding, and except that the moulding had a different section
from the moulding of the former door, if the doors were repre-
sented in a drawing, there would be nothing to distinguish the
designs. But there was a difference when the doors were looked
at in gection. It was decided that there was an infringement, and
on appeal this was ‘confirmed. The case was affirmed by the House
of Lords (¢), and Lord Herschell said (/) : *“ It seems to me, there-
fore, that the eye must be the judge in such a case as this, and
that the question must be determined by placing the designs side
by side, and asking whether they are the same, or whether the one
is an obvious imitation of the other. I ought, perhaps, to qualify
this by saying that, as a design to be registered must, by sect. 47,

(¢) 28 W. R, 973.

(4) (1887) 6 R. P. C. 365 ; in the House of Lords (1889) 14 A. C. 550;
6 R. P. C. 654.
(¢) (1889) 14 A. C. 550.

(f) Pp. B55, 656.
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o 8 ‘mew or original design, not previously published in the
United Kingdom,’ one may be entitled to take into account the
~ gtate of knowledge at the time of registration, and in what respects
the design was new or original, when considering whether any
variations from the registered design which appear in the alleged
infringement arve substantial or immaterial. Applying the test
vhich I have laid down, I have come to the conclasion that there
has been & violution of tho respondents’ rights. There are, no
donbt, certain distinctions between the door shown on their draw-
ing and that manufactured by the appellants. But to establish
this is not enough to free them from liability. By sect. 58 of the
Act, it i8 not lawful for any person to apply either the design ‘or
any obvious imitation thereof’ in the same class of goods in which
the design is registered. It is impossible in such a case as the
present to give ressons for the opinion formed. I can only say
that to me it appears, without doubt, that the door complained of
is an obvious imitation of the registered design.”

But if there be a real and substantial difference, there is no
piracy. Thus in Walker v. Scott (g) plaintiff registered a tin oil-
can for cyclists rounded at the edges; defendant sold an oil-can
gimilar to the plaintiff’s save that the edges were sharp. It was
decided that since the only novelty in the plaintiff’s can was the
rounded edges, and as the defendant had not copied these, there
had been no piracy.

It sometimes happens that a trader orders his designer to pro-
duce a design after the style of one already registered by a rival
trader, but so that it may not infringe that design. If the designer
can accomplish this, there is of course no piracy, but if the Court
discovers an attempt such as this to sail as near as possible, it will
narrowly look into the result, and the burden of proving that there
has been no infringement will be heavy upon the defendant (%).

If there be an infringement, bond fide intention not to infringe
will not protect (z), though fraudulent imitation will in such case
be rebutted. The question of infringement depends upon what a

(9) (1892) 9 R. P, C. 482.
(h) Grafton v. Watson (per Cotton, L.J.), 51 L. T. N. S. 141.
(3) Lord Shand in Walker v. Hecla Foundry Co., (1888) 5 R. P. C. 365,

367 ; Mitchell v. Henry, (1880) 15 Ch. Div. 181 ; 43 L. T. N. S. 186.
E.D, H
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men does, not on what he intends (k). The sale of a single artjgly.
without permission is sufficient to found the action (1),

REMEDIES FOR INFRINGEMENT.

Penaltics. Any person who infringes shall ‘“ be liable for every offence 1,

i{gg Si“’aé’?ﬁ%”g forfeit a sum not exceeding fifty pounds to the registered proprietor

in all, of the design, who may recover such sum on a simple contract
debt by action in any Court of competent jurisdiction ; provided
that the total sum forfeited in respect of any one design shall not
exceed one hundred pounds” (m). The power to determine the
amount of the penalty rests with the Court, save that & maximum
18 fixed.

In Sherwood v. Decorative Art Tile Co.(n), Manisty, J., had g
case before him in which the infringers had sold 100 tiles,
wrongful imitations of the plaintifi’'s designs, and he fixed the
penalty at 50l., saying that it could not have been meant by the
Legislature that on a sale of 100 tiles the penalty could be
5,000L. ; and the Act of 1888 now provides that the sum forfeited
in respect of any one design shall not exceed 100/, It is submitted
that this must mean that the amount shall not exceed 100l in
respect of each offence of which the accused is found guilty in the .
one action. Under the Copyright Act of George III. it has been
decided that two penalties may be recovered for infringement on
the same day, if the facts of sale be independent and distinet (o).

If there are no aggravating circumstances, the penalty will be
light. Such was the case in Saunders v. Wiel (p), where Cave, J.,
said : ‘‘ The next question is what sum of money ought I to give |
by way of judgment. This is a penalty. That has been decided
in this very case. It is an action for a penalty, and the maximum

Penalty is sum is 50.. for each occasion. Now a penalty is punishment, and
punishment. . : . . op 3

Principles of punishment is to be awarded in proportion to what it is that the
Assessment.  offender has done, and no doubt if he has done it under eircum-

(%) Stead’'s Patent, (1847) 2 W. P. C. 123, 156.

() Cole v. Sequi, (1888).5 R. P. C. 491, 493,

(m) Act of 1883, s. 68, as amended by Act of 1888, s. 7.
(n) (1887) 4 R, P. C. 207.

(0) Brooke v. Milliken, (1789) 3 T. R. 509.

(p) (1892) 9 R. P. C. 467, 470 ; 1893, L. R. 1 Q. B. 470 ; 62 L. J. Q. B. 34L.
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qtances of aggravation the punishment ought to be heavier. If he
. has done it under circumstances of mitigation, the punishment
‘ought to be lighter, and in one of the cases which has been already
~ decided on this statute, the Court has drawn attention to that cir-
) cumstance, and said that where the piracy results from accident or
frcm mistake, then the Judge may reduce the penalty : the Judge
has the power of reducing the penalty to & merely nominal one, and
in that way of not confounding the innocent with the guilty. In
this case no circumstances of aggravation have been brought before
me at all. I do not know what it costs to produce this particular
article—the particular design. I do not know what the profit is
upon selling these spoons. I do not know to what extent it has
been done by the defendant. There are no circumstances of
aggravation at all. On the other hand there are no circumstances
of mitigation. The defendant has not shown me that the resem-
blance was accidental, or that it was due to a mistake ; he has not
gshown me the extent to which he has used it, and that he has
stopped its further use or anything of that kind. Therefore, I am
left by both parties entirely in the dark as to how I should limit
this penalty. Under the circumstances, I think I must give a
nominal penalty which, if further piracy goes on, would of course
be a very good ground for increasing it in a subsequent cagse. Two
cases have been proved. I do not know that there are any more,
and in respect of those two cases I think it is sufficient if I give
the nominal penalty of 20s. in each case, making 40s. altogether.”
The penalty may not be sufficient to recoup the proprietor
for the damage done to him by the infringement. The 59th
section of the Act of 1888 therefore enacts that, ¢ Notwithstanding
the remedy given by this Act for the recovery of such penalty as

Damagres.

aforesaid, the registered proprietor of any design may (if he elects

to do so) bring an action for the recovery of any damages arising
from the application of any such design, or of any fraudulent or
obvious imitation thereof for the purpose of sale, to any article of
manufactare or substance, or from the publication, sale or exposure
for sale by any person of any article or substance to which such
design or any fraudulent or obvious imitation thereof shall have
been so applied, such person knowing that the proprietor had not

given his consent to such application.”
| H 2

9y
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If]’;gllﬁlg ot The plaintiff may be called upon to elect whether he proceedq
whothor under sect. 58 or under sect. 59 (q).
uf;i;'e“; o The demages suffered must be proved, and if this is not done,
claimed. the proprietor must remain contented with the penalty inflicted,
Inquiryasto  An inquiry as to damages may be ordered. In Davenport v,
damingos, Rylands (r) Vice-Chancellor Page-Wood said : ‘ The inquiry wil]
be in the form, ¢ what damage the plaintiff has sustained,’ and not
‘ what damage, if any,’ he has sustained, as it would be in the cage
of a trade-mark. There is this difterence between the case of g
trade-mark and that of a patent: in the former case the article
sold is open to the whole world to manufacture, and the only right
the plaintiff seeks is that of being able to say, ‘ Don't sell any
goods under my mark.’” He may find his customers fall off ip
consequence of the defendant’s manufacture; but it does not
necessarily follow *° i the plaintiff can claim damages for every
article manufactured by the defendant, even though i1t be under
that mark. On the other hand, every sale without licence of a
patented article must be a damage to the patentee ” (s).
No remedy As the right to ownership in a design is conferred by the statute,
Sﬁﬁﬁfef‘"d"” and the way in which it 18 to be protected is also named in the
statute, no remedy save that conferred by statute can be had (t).
But injunc- Nevertheless the Court can by injunction restrain infringement.
o e T®  If the legal right cannot be made effectual by an action for
general damages, the Court will, in the exercise of its discretion, grant
principles.

an injunction restraining the piracy (v). In determining whether
an injunction should be granted, the Court acts upon the general
principle applicable to the granting of injunctions. And if a
design has been infringed there is a primd facie right to an in-

(q) Saunders v. Weil (No. 1), (1892) L. R. 2 Q. B. 321; 62 L. J. Q. B. 37;
9 R. P. C. 459.

(») (1865) 1 Eq. 302, 308; 35 L. J. Ch. 204.

(8) And sce United Horse-Shoe and Naxl Co. v. Stewart, (1888) 13 A. C. 401,
408 ; 5 R. P. C. 260 ; American Bravded Wire Co. v. Thompson, (1890) 44 Ch,
Div. 274 ; 59 L. J. Ch. 425; 7 R. P. C. 47.

(t) See Mayne on Damages (6th ed.), 500 ; and see Wooley v. Broad, (1892)
L. R.1Q. B. 86 ; 9 R. P, C. 208.

(u) Wilkins v. Aikin, 17 Ves. 425. The statutory remedy does not prevent
the granting of an injunction ; Cooper v. Whittingham, (1880) 15 Ch. Div. 501;
49L. J.Ch.752; 43 L. T. N. S. 16 ; 28 W, R. 720.
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junction (z), the reason being that it is to be presumed that the
infringer intends to go on infringing. Also if there has been no ;:ft&::tion to
infringement, but an intention to infringe is shown, an injunction sufliciont.
{vill be gmntéd (y). Itis not necessary to show that damage has

peen caused by the piracy to the proprietor (2). And the pro-

prietor is entitled to an injunction restraining not only sale, but
manufacture of articles to which the design is applied with intent

to sell at the expiration of the copyright (¢). An injunction has

been pranted in a patent case though the patent was about to

expire in a few days, the intention being to prevent the manufac-

ture of pirated goods with a view to throwing them on the market

the moment the patent should expire ().

If the person who infringes undertakes not to repeat his infringe- Grounds on

) . hicl ine.
ment, or if there 18 reason to suppose on any other ground that the ;;nft:;‘;l ,:filn

defendant will not infringe in future, the Court will or will not make ¢ grented.
an order for injunction, according to the other circumstances of the

case. In Geary v. Norton(c) an injunction was given against Effect of

tradesmen selling articles which infringed the plaintiff's design, ;‘:2;1 f;t:(];g;’t

though the defendants promised to commit no infringement in 'niringement,
futare. In Millington v. Fox (d) the defendant innocently used
the plaintiff’s trade-mark, and did not intend to use it again, but
the Court granted an injunction. These two last named cases were
explained by Cotton, Li.J., in Proctor v. Bayley (¢), where he says
that the injunctions in Geary v. Norton (c) and Millington v. Foz (d)
were granted because there was some reason to fear at the date of
the filing of the bills that the plaintiffs were not safe. In Proctor

v. Bayley (¢) the Court came to the conclusion thet though the
defendant had infringed the patent, it could not be inferred that

(z) Proctor v. Bayley, (1883) 42 Ch. Div. 390; 59 L. J. Ch. 12 ; 38 W. R.
100.

(y) Ilnd. | |
(z) See (e.g9.) Adair v. Young, (1879) 12 Ch. Div. 13 (a patent case).
(@) McCrea v. Holdsworth, (1848) 2 De G. & Sm. 496.

(b) Crossley v. Beverley, (1829) 3 C. & P. 6513; 1 Russ. & My. 166 ; 1 W. P,
C. 119 ; Sheryff v. Coates, 1 Russ. & My. 159.
(¢) 1 De G. & Sm. 9.

(d) (1838) 3 My.&Cr. 335; 1 DeG.&Sm. 9. And see Losh v. Hague, (1837)
1 W. P. C. 200.

() (1889) 42 Ch. Div. 390, 400; 59 L. J. Ch. 12 ; 38 W. R. 100.
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ho had any intention to infringe again, and that with proper inquiry
the plaintiff might have known this: upon this finding an injupc.
tion was refused. Fry, L.J., added that a ‘‘foolish attempt tq

justify a past act does not raise any presumption that they intenq '

to repeat it.”

When an interlocutory injunction is asked for, and a prima fucie
cagse is made out by the proprietor of the design, the Court will
either grant the injunction or will order the application to stand
over until the trial. If the former course be followed, the plaintiff
will be required to give the usual undertaking as to damages ; if
the latter be adopted, the defendant will be ordered to keep an
account. The balance of convenience determines what ought to be

done (f). ‘It must be seen in what way the rights of the parties
may best be protected and the least loss to any party caused ” ().
An injunction has this advantage, that it may have an effect in
preventing third parties infringing. But where there is grave doubt
as to the title (&), or where there is a serious conflict as to the
originality of the design (z), or where the plaintiff has delayed his
application, thé Court will not willingly interfere by way of inter-
locutory injunction.

In Mitchell v. Henry (k) the plaintiffs alleged that the defendants
had imitated their trade-mark, and the Court of Appeal, finding
that there was a serious conflict of evidence, refused an interlocu-
tory injunction, but ordered the defendant to keep an account.
James, L.J., said ({) : * Then with regard to the balance of con-
venience and inconvenience, it seems to me by far the most con-
venient course that no injunction should be granted, and that the
motion should stand over to the hearin: the defendants under-
taking to keep an account. The plaintiffs can protect themselves,
as they have to a great extent already done, by circular. Moreover,
the pendency of these proceedings will be perfectly well known.

(f) Smith v. Chatto, (1875) 31 L. T. N. 5. 775 ; Hildeshevmer v. Dunn,
(1891) 64 L. T. N. S. 452,

(y) Lord Cottenham In Bacon v. Jones, (1839) 4 My. & Cr. 438.

(h) Spottiswoode v. Clark, (1846) 2 Phil. 154.

(t) Sheriff v. Coates, (1830) 1 Russ. & My. 159. And see Read v. Richardson,
(1881) 45 L. T. 54 (a trade-mark case) ; Muichell v. Henry (2nfra).

(k) (1880) 156 Ch. Div. 181 ; 43 L. T. N. S. 186.

({) 156 Ch. Div, 191.
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Every large purchaser in Bradford or elsewhere will know of them, Some :ion'-
- siderations

and will know that he will incur liability if he makes himself a which deter-
party to any continued infringement of the plaintiffs’ rights, should roino balance
" those rights be established at the hearing. If that should be the Vvenicnce.
rosult of the action, the defendants who undertake to keep an

account will be liable to pay to the plaintiffs every farthing of the

profits they make by the sale of goods by which the plaintiffs’

mark is infringed, and will find themselves in this position, that

they will have been using a trade-mark which they will be pre-

vented from using afterwards, and so will lose all the reputation

they have been acquiring in the meantime. Then, again, the

plaintiffs will be relieved from the necessity of giving an under-

taking to abide by any order as to damages if the defendants

should prove successful at the hearing. Therefore on the balance

of convenience and inconvenience, and having regard to the fact

that the decision of the Master of the Rolls was in favour of the
defendants, which ought not to be overlooked on an interlocutory
application, I am of opinion that the better way will be to let

the motion stand till the hearing, the defendants keeping an

account,’’

In Grafton v. Watson (m) an interlocutory injunction was granted.

The defendant admitted having copied the plaintiff’s design so far
as he legitimately could do so without infringing, and Chitty, J.
(afirmed by the Court of Appeal), thought that probably the in-
fringement had not been avoided. Moreover, it appeared that the
season was short, and an injunction would aslone prove a real
remedy to the plaintiff if his contention should eventually turn
out to be correct.

There is no express provision for delivery-up of pirated articles, Delivery up of
but in the case of McCrea v. Holdsworth (n) Knight-Bruce, L.J., E{i‘:ﬁﬁ
ordered the delivery-up of the articles to the plaintiff for destruc-
tion. In Colburn v. Simms (o) the Court said that there was no
right at common law to the delivery-up of pirated copies of books ;

but in Hole v. Bradbury (p) Fry, J., said that the Court could

(m) (1884) 50 L. T. N. S. 420; 51 L. T. N. 8. 141,
(n) 2 De G. & Sm., 497.

(o) (1843) 2 Hare, 543 ; 12 L. J. Ch. 388.

(p) 12 Ch. Div. 886 ; 48 L. J. Ch. 673.
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under its general jurisdiction order the delivery-up for destruction
of all the articles manufactured contrary to the plaintiff’s copyright,
Under the Copyright Act express power is given to the Court to
make such an order, but the Judge in the last named case did not
proceed under the Act, and it is submitted that the decision is
applicable to infringement of designs.
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CHAPTER IX.

THE ACTION FOR INFRINGEMENT.

It is proposed in this chapter to deal with those particulars only

~ in which actions for the infringement of a design differ from other

actions. The rules for an action of this class must be taken to be
the same as those of any action save where it is otherwise stated.

Tue Counrt.

Under the older Acts the penalties might have been recovered ﬁ:‘fg}'
before the police magistrate. It 18 now provided that the registered
proprietor may recover ‘‘ such sum as a simple contract debt by
action in any Court of competent jurisdiction ” (a). The proper
Court then would be the High Court, or if he claim a sum not
exceeding 50!, he could sue in the County Court (b). Design
actions are not assigned to any particular division of the High
Court, and the plaintiff is therefore free to choose. Should he
desire to try his action locally at the assizes, or should he desire a
trial by jury, the Queen’s Bench Division will be chosen. In other
cages, and especially where an application to rectify the register is
to be made in connection with the same matter, the Chancery
Division may be found the more convenient. Where there are
cross actions or motions or different actions, the powers of the
Court to consolidate and transfer can be used to bring the whole
together matter to an issue (¢). There are now no rules as to local

venue, and the place of trial is determined as in other actions (d).

(a) (1883) Sect. 58.

(b) County Court Act, 1888, 8. 56. But see the judgment of Kay, L.J., in
Reg. v. The County Court Judge of Halifax, (1891) L. R. 2 Q. B, 263 ; 60 L. J.
Q. B.550; 65 L. T. N. S.104; 39 W. R, 545 ; 8 R. P. C. 338.

(¢) BR. 8. C. Ord. XLIX.

(d) R. 8. C. Ord. XXXVI. 1. 1, la.
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THE ACTION FOR INFRINGEMENT.

PARTIES.

The plaintiff must be a registered proprietor, and if any person
other than the registered proprietor be made plaintiff, the action
fails, subject to the exercise of the powers of amendment possesseq
by the Court (¢). The meaning of proprietor is to be found iy
sect. 61 of the Act of 1888 (f), from which 1t would seem that the
original author, the licensee, the assignee, or the partial assignee
may all be registered as proprietors. Supposing that A. is the
author of a design, and he licenses B. to use 1f, and assigns half
his rights to C., according to the section A., B., and C. would all
be proprietors, and might be registered. If D. infringes, A.,
B., and C., would each be entitled to sue him. And it would
seem that as each person has the right of property, he would be
ontitled to bring his action without joining his co-proprietors, and
could obtain whatever damages he may have suffered.

The hardship on D. is not so great as may at first glance appear.
He would have to pay such damage to each as each had suffered;
and if the suits were for panalties, the maximum amount would be
100L. (g), the exact amount being in the discretion of the Court.
Moreover, application could be made to consolidate the actions (%),
or to hear them together, or to treat one as a test action (Lh).
Under the Patents part of the Act it bas been decided that an
agsignee may sue (i), and that the owner who has mortgaged
by assignment can sue alone (j), but that a licensee of a
patentee cannot sue alone (£). A licensee of the proprietor of
a design, being a proprictor as defined by sect. 61, can sue ({);

(¢) R. S. C. Ord. XVI. 1r. 113,

(f) And see ante, Chap. LXXVIIL

(¢) (1888) Sect. 7.

() R. S. C. Ord. XLIX. r. 8.

(hh) Amos v. Chadwick, (1878) 9 Ch. D. 459 ; 47 L. J, Ch. 871 ; 39 L. T. N.
S. 50 ; 26 W. R. 840.

(¢) Walton v. Lavater, (1860) 29 L. J. C. P. 275 ; 8 C. B. N. S. 162.

() Van Gelder v. Sowerby, (1890) 44 Ch. Div. 374 ; 59 L. J. Ch, 583; 7 R.
P. C. 41. And on the subject of the proper plaintiff in patent actions, see the
author’s Law and Practice of Letters Patent, Chap. X1V,

(k) Heap v. Hartley, L. R. 42 C. D. 461 ; 58 L. J. Ch. 790.

(1) See Jewitt v. Eckhardt, 8 Ch, Div. 404. But see the patent case of Heap
v. Havrtley, (1889) 42 Ch. Div. 461 ; 58 L. J. Ch. 790; 6 R. P. C, 495 ; which
shows that but for the definition clause the licensee cannot sue.
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in Wooley v. Broad (m) he was. not allowed to do so, but in that

sase he had not becn registered as proprietor. A trustee, if he be

registered as proprietor, should be plaintiff (n); the register does

not contain notice of any trust, express, implied, or construec-
 tive (0).

The proof of registration is the certificate (p). It has been decided Proof of
ander the Copyright Act, 1842, that books could be ordered to be registration.
delivered up to the registered proprietor, though he was not regis-
tored until after the commencement of the action (¢). And in a
trade-mark case an assignee of the registered proprietor was allowed
to bring an action in his own name, without having registered the
agsignment. It is submitted that the law is different as regards
designs (7).

The defendant must be the infringer, though if the infringer be Agentsand
an sgent, his principal (s) will be liable also, though the agent will prineipals.
not escape (t). See DBetts v. De Vitre (u) where directors were
declared personally liable for the infringement of a patent by a
workman ; ZTonge v. Ward (x) where a principal was made liable
for the infringement of the agent, though ignorant of what his
agent was doing. The patent cases throw light upon this point,
but dv not always apply; innocence of infringement may be a
defence to an action relating to a design (y), it will not be so in
ohe dealing with a patent. Again, user may be an infringement
in patent cases, in design cases there is infringement only if there
be application of the design to any article for the purposes of

sale (y).

(m) (1892) L. R. 1 Q. B. 806 ; 9 R. P. C, 208.

(n) And see R. S, C. Ord. XVL r. 8.

(0) (1883) Sect. 85 ; and see ante, p. 67,

(p) Sarazin v. Hamel, (1863) 32 L., J. Ch, 378,380; 7 L. T. N. 8. 560 ; 32
Beav., 145 ; and sec Hildeshevmer v. Dunn, (1891) 64 L. T. N. S. 452, under the
Copyright Acts.

(q) Isaacs v. Fiddemann, (1880) 42 L. T, N. S. 395. |

(r) (1883) Sects. 58, 59 ; Wooley v. Broad, (1892) L. R, 1 Q. B. 806; 9 R.
P. C, 208.

(8) Mallett v. Howsitt, W. N. (1879) 107.

() And see Nobel Huxplosives Co. v. Jones & Co., (1880) 17 Ch. Div. 721, and
8 App. Ca. 4; 49 L. J. Ch. 726.

(u) (1868) 3 Ch, 429 ; 34 L. J. Ch. 289.

(¥) (1869) 21 L, T. N. S. 480.

(y) (1883) Sect. 58.
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The following, taken from the author’s work on Patents, applieq
to designs :—*‘ Besides the question as to whether any of thege
statutory limitations apply to his case, a patentee has frequently to
consider how he ought to act when his patent is being infringed by
several persons at the same time. Under these circumstances, the
patentee has several difficulties to face and to choose between, Hq
may take proceedings against one infringer successfully, but the
others are not bound by the iscue of such an action (2), and the
consequence is that the patentec may have to establish his cage
from the beginning against any fresh person who chooses tg
impugn the patent and to contest its validity upon the same or
different grounds, besides laying himself open to a charge of
laches. Upon the other hand, even if he proceed by separate
action, against the several infringers at the same time, he may still
have 10 defend the validity of his patent in a number of distinet
proceedings, in each of which it may be impeached upon different
grounds ; and he will also render himself liable to a charge of
vexatious and oppressive litigation. In the case of Bovill v. Crate
(1865, L. R. 1 Eq. 891), Wood, V.-C., suggested a way out of
these dithculties :—° After getting information of case after case
of infringement (the patentes) might select that which he thought
the best in order to try the question fairly, and proceed in that
case to obtain his interlocutory injunction. He might write, at the
same time, to all the others who were in sitmilt casu, and say to
them : Are you willing to -take this ag & notice to you that the
present case 18 to determine yours? Otherwise 1 shall proceed
against you by way of interlocutory injunction ; and if you do not
object on the ground of delay, I do not mean to file bills against
ell of you at once.” ”

Taeg WRrIT.

When a cause of action has arisen, it is not necessary to give
notice before issuing the writ ; and, as speed is often very desirable
in matters relating to the infringement of copyright in designs,
immediate issue of a writ will often be justifiable (a). But when it

(z) Walker v. Hecla Foundry Co., (1887) 5 R. P. C. 71, 3487.
(a) See Upmann v. Elkan, (1871) L. R. 12 Eq. 146, and 7 Ch. 130; 41
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19 intended to proceed against an infringer for publishing or ex-
posing for sale a substance to which a protected design has been
applied, * knowing that the same has been so applied without the
consent of the registered proprietor,” notice should, if possible, be
given before issue of the writ, in view of the defence of lond
fide ignorance.

The writ should be indorsed for an injunction if one be required ;
and if time be of importance, leave to serve the notice of motion

with the writ should be asked for. If delivery-up is required, this
also should be asked for.

For indorsement of writ, see post, p. 250.

PLEADINGS.

Orders XIX. to XXYV. of the Supreme Court Rules deal with this
subject. The Forms in the Appendix to the Rules do not contain
any form strictly applicable to actions for the infringement of de-
signs ; but in Appendix C, Forms 6 and 7 give the form of a state-
ment of claim for relief from infringement of a patent and copyright
respectively, and IFForm 8 applies to the infringement of a trade-
mark. In Section VI. of Appendix D will be found the Forms of
Defence corresponding to these. The form of pleading intended to
apply to actions in relation to designs may be deduced from these.

A form of statement of claim is given post, p. 250 ; a form of
defence post, p. 251.

It will be enough to say in this place that the statement of claim
should in general contain allegations : (1) That the plaintiff is the
registered proprietor of a duly registered desian; (2) That the de-
fendant has infringed his right by applying for the purposes of sale
or by offering for sale an article to which the design or an obvious
or fraudulent imitation of it has been applied; (8) That the con-
sent of the proprietor has not been obtained ; and if the action be
for offering for sale only, then (4) That the defendant knew that
the consent of the proprietor had not been obtained (b). There

L.J.Ch 246; 256 L. T. N. 8 813; 5 R. P. C.131. See below, under heading

“Costs,” Upmann v. Forester, (1883) 24 C. D. 231, 52 L, J. Ch. 946; 49 L. T.
N, S.122; 32 W, R. 28.

() Wooley v. Broad, (1892) 1 Q. B. 806; 9 R. P. C. 209, 212; Leader v.
Strange, (1849) 2 Car, & Kir. 1010.
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110 THE AOTION FOR INFRINGEMENT,

seems to be no reason to plead compliance with the statute othey.
wise than by alleging that the design and proprietorship have beep |
duly registered. It is for the defendant to plead non-complianes
with any of the requirements 1f he desires to have the questiong
raised (c).

DEFENCES TO THE ACTION.

A defendant may (a) deny infringement ; or (b) attack the de.
gign ; or (¢) allege that the Act has not heen complied with.

The defence should traverse all statements in the claim which it
is desired not to admit, and if a defence of consent to the use of
the design be intended to be put im, this should be pleaded. If
the case for the defendant be that there is no subject-matter for
a design, or that there is other reason why the design ought not
to have been registered, it would be well to apply to rectify the
regisier (d).

Stated more fully, the main defences specially applicable to an
action for infringement of a design are these :—

Denial of (1) No infringement. See ante, Chap. VIIL., ‘ Infringement ” (¢).
infringement. - defence involves that the alleged imitation is in reality different
to design registered by the plaintiff.

(2) That the infringement (if any) took place abroad. This is
really the same as a denisl of any infringement, as infringement
consists in the production for sale of the article in this country (f).
But if the article be made abroad and be imported for sale, there
would be an infringement (g).

Not subject (8) That the design is not proper subject-matter for registration
matter. within the meaning of the Act. See ante, Chap. 1L, p. 12.
Novelty (4) That the design is not new and original. Ante, Chap. IIL.,
denied. p. 28.

Prior publica-  (5) Prior publication. Ante, p. 32.

tion alleged.

(c) Sarazin v. Hamel, (1863) 32 L. J. Ch. 378.

(d) Ante, p. 70.

(¢) Page 89.

(f) Potter v. Braco de Prater Printing Co., (1891) 8 R. P. C. 218.

(g) See (e.9.) Nobel Explosives Co. v. Jones, (1880) 17 C. D. 721 ; 8 App. Ca. 4;
49 L. J. Ch. 726 ; Elmslie v. Boursier, (1869) 9 Eq. 217; 39 L. J. Ch. 328,
which are patent cases, but which may be referced to on this subject.
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DEFENCES.

(6) That the design was never properly registered. It is not a
defence to an action for infringement that the design was registered
:n the wrong class (k). But it is & defence to show that it was not
registered in the class or classes of goods to which the alleged
infringer’s goods belong (2),

(7) That the articles to which the design has been applied are
pot properly marked. See ante, Chep. VIL, p. 88.

(8) That the plaintiff is not registered proprietor. See ante,
Chap. VIL., p. 82; and ante, p. 106, * Parties.”

(9) That the defendant did not apply the design, and sold the
articles in ignorance of the plaintiff’s rights.

(10) Res Judicata. But a decision does not determine the
validity or invalidity of the design and ifs registration except as
between the parties to the action (k).

(11) Leave and Licence. And a licence to one to manufacture
is o licence to his vendees to sell it (). But the publication of a
book of designs by the owner of the copyright does not of itself
give licence to the purchaser to apply the designs to articles for
the purpose of sale (m).

(12) Lapse of Twume. The registered proprietor is entitled to
copyright during five years from the date of registration (z), and it
would be a defence that the alleged infringement was committed
after the lapse of that time (o).

Sect. 54 of the Act of 1883 provides for the cesser of the copy-
right in a design in another case, viz. ‘ if a registered design is
used In manutfacture in any foreign country, and is not used in this

() Lowndes v, Browne, (1848) 12 Ir. L. R. 293.

(v) Re Read & Greswell’s Design, (1889) 42 Ch. Div. 260 ; 58 L. J. Ch. 624 ;
61 L. T. N. 8. 450; 6 R. P. C. 471,

(k) Walker v. Hecla Foundry Co., (1887} 5 R. P. C. 71, 365.

() Thomas v. Hunt, (1864) 17 C. B. N. S, 183.

(m) De la Branchardiére v. Elvery, (1849) 18 L. J. Ex. 381 ; 4 Ex. 380.
Where one of two part owners in copyright gave licence without cousulting
the other, see Powell v. Head, (1879) 12 Ch, Div. 686 ; 48 L. J. Ch. 731 ; 41
L T, N. 8, 70.

(n) (1883) Sect. 50. Sect. 53 of the Act of 1883 ¢nables a person to obtain
information as to the continuance or cesser of the copyright.

(0) As to attempts to get advantage after expiration of the five years, by
claiming the trade name of a design, see Cheavin v. Walker, (1877) 5 Ch. Div
830; 46 L. J. Ch. 686 ; 36 L. T. N. S. 938,
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THE ACTION FOR INFRINGEMENT.b

country within six months of its registration in this country, the
copyright in the design shall cease.

There is no provision in the present Acts that proceedings fop
infringement shall take place within any given period. The Statute
of Limitations therefore applies as in ordinary cases (p).

A licensee cannot always avail himselt of all the above defences,
So long as the licence continues he 18 estopped contesting the
validity of the design he is licensed to use, whether the licence
be by deed, or not (q).

PARTICULARS.

Unlike in actions relating to the infringement of patents, there
are no special statutory provisions relating either to particulars of

or objections. hyepches or to particulars of objections (). But under the R. 8. C,,

Amendment

Ord. XIX. r. 7, particulars may be ordered (s). If the particulars
be given, and they go beyond the defence or claim, as the case may
be, the party giving the particulars is bound by his pleading (t).
In a patent case, Sykes v. Howarth (u), the particulars for
breaches alleged divers sales between certain dates, and “in
particular ” to two named persons, the siatement of defence ad-

mitted sales to a third person. Fry, J., held that notwithstanding

the form of the particulars he must admit the evidence relating
to the sale to this third person, as the case of the third person
was within the literal meaning of the particulars, and if they
tended to embarrass, the defendant could have avoided any difficulty
on this head by applying for further and better particulars.

A party will ordinarily be allowed to amend his particulars a

of particulus. gny time upon such terms as may be just. In patent practice

there is a well settled rule that a defendant, on Leing allowed to
amend his particulars of objections, will be put upon terms to allow
the plaintiff time to elect to discontinue the action, and if it be so

(p) The Designs Act, 1842, limited the time to twelve months from the
commission of the offence.

(q) See Crossley v. Dixon, (1863) 32 L. J. Ch. 617 ; 10 H. L. C. 293. And see the
author’s book on Patents, 269 et seq., where the exceptions may be found stated.

(r) For patents, see (1883) seet. 29.

(s) See notes to the rule in the Annual Practice.

(t) Macnamara v. Hulse, Car. & M. 471.

() (1879) 12 Ch. Div. 826 ; 48 L. J. Ch. 769.
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digcon’ " ued, he will ordinarily be allowed his costs incurred sub-
gequent to the date of the delivery of the first particulars ().
North, J., declared that he would adopt this practice in designs
cases (7). Even in patent actions this rule, though all but invari-
ably followed, is not binding on the Court (2). And with regard to
designs, the Court of Appeal has expressly stated that the discre-
tion of the Court is unfettered (a). In Woolcy v. Broad (a) the
action was ready for trial at assizes to be held at Nottingham, and
about a week before the date of the assizes the defendant discovered
cortain focts, and gave information of them to the plaintiff. The
plaintift objected to evidence of these, the defendant took out a
summons for leave to give further particulars, and the Judgoe at
the assizes, to whom the summons was referred, gave leave un-
conditionally ; on appeal his decision was affirmed by the Divisional
Court and ultimately by the Court of Appeal.

Forms of particulars are given post, p. 251.

Such particulars should be given as with the pleadings give the
opposite party a fair idea of the case intended to be made against
him (b). Particulars of want of novelty or of prior publication
must be drawn with greater detail and accuracy than particulars
of infringement (0). Infringements may be fairly presumed to be
within infringer’'s knowledge.

INSPECTION—DISCOVERY—INTERROGATORIES.

The Rules of the Supreme Court, Orders L. and XXXI., deal
with this subject. The following remarks, taken in the main from
the author’s work on Patents, apply on the whole to designs, though
the cases upon which they are founded are chiefly patent cases.

(a) Inspection.

Under the Rules of the Supreme Court, 1883, Ord. L., the
widest powers of ordering an 1nspection are conferred on the

() Ldwson Telephone Co. v. India Rubber Co., (1880} 17 Ch. Div. 137.

(y) Morris, Wilson d: Co. v. Coventry Machwinist Co., (1891) L. R. 3 Ch.
118 ; 60 L. J. Ch. 524 ; 8 R. P. C. 353.

(%) Pascall v. Toupe, (1890) 7 R. P. C. 129. And see Lang v. Whitecross Iron
(o., (1890) 7 R. P. C. 389,

(@) Wooley v. Broad, (1892) 2 Q. B. 317; 61 L.J. Q. B. 808; 9 R. P.(C. 429,
() Ledgard v. Bull, (1886) 11 A, C. 648,

E.D. |
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various divisions of the High Court. The only practical limi ¢,
the discretion of tho Court is the necessity of the informatioy
claimed for the purposes of the trial (c).

Samples may now be taken, observations made, and experiments
conducted (d).

An spplication for inspection may be made and in exception]
cases will be granted ex parte (¢); it may be made at any timg
during the progress of an action, even before the declivery of
claim ( /), and the oxpress terms of Ord. L. r. 6 leave no doubt
that an adverse order for inspection may be made upon the plaintiff
in an action for infringement (7).

Under Ord. L. r. 8, the Court may now guthorize any person for
the purpose of inspection to enter any land or building in the pos.
session of any party. Obedience to an order for inspection may,
therefore, be asserted forcibly, and not simply as before by process
of contempt (1).

The application in the Chancery Division should be made by
motion to the Court, and notice of motion should be given (2).

In the Queen’s Bench Division the application is to a Judge in
Chambers (k).

Laches sufficient to defeat the plaintifi’s right to an interlocutory
injunction are no bar to anorder on the same motion for inspection
and samples ().

In order to sueceed on an application for inspection, the applicant
must show by athdavit—

(¢) Where the right to inspection appears to depend on the determination of
any issue or question in the cause, the Court may if it thinks fit order that
such issue shall be determined first, and reserve the quesiion as to the inspec-
tion. Ord. XXXI. r. 20.

(d) Ord. L. r. 3; cp. Badische Awilin, dc. v. Levinstein, 24 Ch., D. 146;
52 L. J.Ch.704; 48 L.T. N. 8. 822; 31 W. R. 913 ; Germ Milling Co. v.
Robinson, (1885) 3 P. O. R. 11.

(¢) Hennessy v. Dohmann, W. N, (1877) 14,

(f) See R. 5. C. Ord. L, . 6.

(9) Germ Milling Co. v. Robinson, (1886) 3 P. O. R. 11 ; Chectham v. Oldham,
(1888) 5 R. P. C. at p. 623 ; Sidebottom v. Ficlden, (1891) 8 R. P. C. 266.

(h) East India Co. v. Kynaston, (1821) 3 Bligh. 153, 163, 166.

(2) Habershon v. Gill, W. N, (1875) 231 ; D. C. I. 653.

(k) Ord. LIV. r. 12,

(1) Patent Type Founding Co. v. Walter, (1860) Johns, 727 ; 29 L, J. Ex. 207.
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1. That he is the registered proprictor of a design, and what it AfMdavit in

rt of
is (). apD icati?)q
9. That the defendant has probably infringed. for inapection.

The Court will not grant an order for the inspection of a machinc
upon &n affidavit ‘‘ that the machine used by the defendants is the
same for which the plaintiff has obtained a patent.” The affidavit
ought, at least, to state that there is such a machine, and that the
plaintiff has rcason to believe it is an infringement (), and should
got forth the grounds of such belief (0).

Primd facie evidence of infringement will be sufficient ( p).

3. That the inspection sought for is material to his case (q).

If the primd facie cvidence above referred to is satisfac-
tory, an order for inspection will be made, almost as cf

course ().

Inspection will, however, be refused where, in the opinion of the Whon inspec-
Court | tion refused.

(1) There 18 no case to try at the hearing (s) ;
(2) The effect of an order would be to oppress the defendant, or
make him disclose more than was necessary for the purposes of the

cause (t).
An objection that an order for inspection would lead to the

disclosure of trade secrets will not generally prevail if the case for
inspection 18 otherwise satisfactory (u). The Court will, at the
proper time, protect the defendant from an improper disclosure of
his secret (u).

The order for inspection (x) usually specifies the number of inspee- Cﬂ{ltu?ts of
Oraelr 1or

(m) Meadows v. Kirkman, (18G0) 29 L. J. Exch. 205. Hspection.

(n) Shaw v. Bank of England, (1852) 22 L. J. Ex. 26.

(0) Germ Mulling Co. v. Robinson, (1884) 1 P. O. R. 217.

(p) Shaw v. Bank of England, ubt supra ; Singer Manufucturing Co. v. IWilson,
(1865) 13 W. R. 560; Batley v. Kynock, (1874—75) L. R. 19 Eq. 90, 92 ;
44 L. J. Ch. 89 ; Cheetham v. Oldham, (1888) b R. P. C. 617.

(q) Piggott v. Anglo-American Telegraph Co., (1868) 19 L. T. N. S. 46,

(1) Singer Manufacturing Co. v. Wilson, (1865) 13 W. R. 560.

(8) DPiggott v. Anglo-American Telegraph Co., ubi supra.

() Singer Manufacturing Co. v. Wzlson, supra ; Cheetham v. Oldham, (1888)
5P, 0. R. 617.

(u) Renard v. Levinstein, (1864 —65) per Wood, V.-C., 10 L. T. N. S. 95;
Cheetham v, Oldham, (1888) 5 P. O. R. 617.

(x) See Seton, 561, etc.

I 2
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tions allowed (y), the names of the inspectors, and the notico to whieh,
the person agninst whom the order is made shall be entitled (2),

(b) Discovery of Documents and Interrogatories.

The oxisting law as to discovery 1s contained in Ord. XXXI, of
the Rules of the Supreme Court, 1883, as altered by the Ruleg of
November, 1893. Its chief provisions, so far as relate to actiong
of infringement, are as follows :—

The plaintiff or defendant in a designs action maey, by leave of
the Court or & Judge, deliver interrogatories in writing for the
cxamination of the opposite parties, or any one or more of such
parties (@). Interrogatories which do not relate to any matters in
question shall be deemed irrelevant, notwithstanding that they
might have been admitted on cross-examination (0). On an appli-
cation for leave to deliver interrogatories, the particular inter-
rogatory proposed to be delivered shall be submitted to the Court
or Judge. In deeiding upon such application, the Court or Judgo
shall take into account any offer which may be made by the
party sought to be interrogated, to deliver particulars, or to make
admissions, or to produce documents relating to the matters in
question, or any of them, and leave shall be given as to such only
of the interrogatories submitted as the Court or Judge shall
consider necessary either for disposing fairly of the cause or matter
or for saving costs (¢). The Court or a Judge has the same
power to prevent premature discovery as to prevent premature
inspection (d).

The costs of discovery, by interrogatories or otherwise, must be
secured in the first instance by the applicant (e).

A defendant against whom an order for discovery is made must

(y) Heathfield v. Braby, Scton, 561. But see Germ Milling Co. v. Robinson,
(1886) 3 P. O. R. 11.

() Pemberton, p. 236.

(@) Rule 1.

(0) Rule 1.

(¢) Ord. XXXIL 1. 2,

(d) Rule 20.

(e) Rule 25,
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apswer, technically and cetegorically, every question which can
qgeist tho plaintiff in making out his title to relief ( f).

The following illustrations will show at.once the application and
the limits of this rule :—

A defendant denying infringement must answer everything
tending to show the fact of infringement, but not questions which
gssume that infringement has taken place, and answers to which
will be obtained at the hearing, provided that infringement be then
established (7).

Although, when discovery is a matter of indifference to the
defendant, the Court does not weigh in golden scales the question
of materiality or immateriality, still, when the nature of the dis-
covery required is such that the giving of it may be prejudieial to
the defendant, the Court takes into consideration the special cir-
cumstances of the case, and whilst, on the one hand, it takes care
thet the plaintiff obtains all the discovery which can be of use to
him, on the other, it is bound to protect the defendant against
undue inquisition into his affairs ().

A pluntift has no right to inquire by interrogatories into the
defendant’s case, or to ask for the names of the witnesses
whom he intends to produce, or the names of persons to
whom he has sold articles similar to the articles allezed to be an
infringement (i). |

Reports and letters obtained from their officers by a company
which had been warned, but not threatened, with actual litigation
in respect of an alleged infringement of a patent, were held not to
be privileged (k).

(f) Swinborne v. Nelson, (1852—53) per Romilly, M.R., 22 L. J. Ch. 331 :
16 Beav. 416, 417 ; Elmer v. Creasy, (1873) L. R. 9 Ch. 69 ; 43 L. J. Ch. 166.

(9) De la Bue v. Dickinson, (1857) per Wood, V.-C., 3 K. & J. 398 ; Lister v.
Norton, (1885) 2 P. O. R. 68 ; Lea v. Saxby, 32 L. T. N. S. 73L.

(h) Moore v. Craven, (1870) L. R. 7 Ch. 94, 96, n.; Daw v. ffley, (1865) 1 Eq. 38;
2H.& M. 725. As to administering interrogatories to a plaintif, see Hoffmann
v. Postill, (1869) L. R. 4 Ch. 673 ; Edison, d:c. Co. v. Holland, (1888) 5 P. O. R.
213; W. N. 31 ; Morris v. Edwards, (1890) 15 App. Ca. 309 ; 60 L. J. Q. B.
202, 63 L. T. N. S. 26.

(¥) Daw v. Eley, ubi supra.

(¥) Westinghouse v. Midland Rail. Co., (1883) 48 L. T. N. S, 98, 462 ; and

cp. Haslam Co. v. Hall, (1888) 5 P. Q. R. 1.

117

Illustrations,



118

THE ACTION FOR INFRINGEMENT.

In enswering interrogatories filed Ly u defendant for the examipg.
tion of the plaintiff, the general rule applics, that he who is bouyg
to answer must answer fully.

There is, however, this difference : A plaintiff is not entitleq tq
discovery of the defendant's case, whereas a defendant may ask uny
question tending to destroy the plaintiff’s claim (7).

It must be noted, however, that when an action for infringement
of a design is brought for penalties under sect. 58 of the Act of
1888, the defendant need not answer interrogatories (m). Whether
the law is the same if the action is brought for damages undep
gect. 59 is not quite certain (1).

MzeTHOD OF TRIAL.

There is no rule specially applicable to design actions. The
parties are therefore placed as litigants i any other action as
regards right to a jury. Speaking of trial of patent cases by jury,
Lord Selborne said in the Pateit Marine Inventions Co. v. Chad-
burn (0): ‘It is to be observed that such cases almost always
involved questions of law and faet, not only mixed, but mixed in
such a way as to render the extrication of them extremely difficult;
secondly, that very often much must depend upon the construction
of documents, as to which a jury must take their direction entirely
from the Judge ; thirdly, that much of the evidence, or that which
is to be permitted to be given as evidence, in such cases is argu-
mentative and relative to matters of opinion, so as to make it
extremely hard, even for the Judge himself, to keep it under proper
control ; and, lastly, that even the questions of fact are often, to a
very great extent, questions of science, which, to say the least, are
as likely to be as well decided by a Judge as by any jury. It very
rarely happens, if 1t ever does, when the thing is not reduced to a
narrow question of fact, that the jury do not simply follow, after a
very elaborate discussion of the case by the Judge, the direction of
the Judge.”

(1) Hoffmann v, Postill, (1869) L. R. 4 Ch. 673.

(m) Saunders v. Wiel,(1892) 2 Q. B. 321 ; 62 L. J. Q. B.37; 9 R. P. C. 459.
(n) Ibid. Day, d., seems to think the plaintiff cannot administer interroga-

(0) (1873) L. R. 16 Eq. 447.



COSTS.

These remarks are applicable to design cases, though their force
.« somewhat lessened. Often the gole question to be determined ig
whether the one design is an imitation of the other, a matter to be
sottled by reference to the eye. In view of the considerable diver-
gence of opinion which frequently manifests itself in imitation
casos, many may prefer to take the decision of the twelve in
preference to that of one man.

There is no absolute right to a jury, but on application the Court
will often order a trial by jury (p).

Cosrs.

The ordinary rules as to costs are those to be found in R. S. C.
Ord. LXV. When any action, cause, matter or issue 1s tried with
a jury, the costs follow the event, unless the Judge shall for good
cause otherwise order (¢). In other cascs the costs are awarded in
the discretion of the Court (7). By the County Courts Act, 1888,
if in an action founded on contract the plaintiff shall recover a sum
less than twenty pounds, he shall not be entitled to any costs of the
action, and if he shall recover a sum of twenty pounds and upwards,
but less than fifty pounds, he shall not be entitled to any more
costs than he would have becn entitled to if the action had been
brought in a county court. If in an action founded on tort the
plaintiff shall recover a sum less than ten pounds, he shall not be
entitled to any costs 1 the action; and if he shall recover a sum
of ten pounds and upwards, but less than twenty pounds, he is to
be entitled to county court costs only (s). But whether the action
be on contract or on tort, a Judge of the High Court may certify
that there was sufficient reason ior bringing the action in the High
Court, or may otherwise by order allow costs on the High Court
scale (s). As the penalty for infringement is fixed at fifty pounds,
it must often happen that a sum not esceeding fifty pounds is
recovered in an action for infringement of a design. But when the
validity of the design or its registration is attacked, it is suggested

(p) R. 8. C. Ord. XXXVI. 11. 4, 5, 6.

(¢) Ord. LXV.r. 1.

(r) Ibid. Tor an instance of its exercise, see Sherwood v. Decorative Tile Co.
(1887) 4 R. P. C. 207.

(s) 51 & 62 Vict. c. 43, 5. 116.
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that the Court will usually certify for costs, as in reality a rigkt of
property far cxceeding fifty pounds in value may be in question (2).
When there are distinet issues to be decided, the costs of egely
are dealt with separately if the Court thinks fit. In Winfield
v. Snow (u) one of the pleas was ¢ prior publication,” and this wag
decided favourably to the defendant. The Judge gave the general
costs of the action and the cost of the issue disposed of to the
defendant, reserving the costs of the other issues. In Blanj v,
Footman & Co. (x) the defendant raised several defences, and upon
one of them (publication) the Judge found for the defendant, oy
another (marking) for the plaintiff; other defences were simply
pleaded and were not argued out. Kekewich, J., said : “I have,
as sitting in equity, full power over the costs, and I do not consider
this analogous to a patent case, if that would make any ditference.
The difficulty which I feel as a Judge, and always felt when at the
Bar, is this : the defendant is entitled to put his back against the
wall and to fieht from every available point of advantage. I think
that it would be extremely hard on defendants if as a rule they
were told at the cnd of the trial, * You have beaten the plaintiff,
but because you have raised some points on which you have not
succeeded you shall not have all the costs of the action.” And it
is obvious that it might lead to lengthening trials if counsel under-
stood that unless they fought out every point the clients would not
be allowed their costs even in a successful case. On the other
hand, it is a uscful rule that where there i1s a distinet issue on
which the generally successful party has failed and that issue has
really no immediate connection with those upon which the party
has succeeded, then he ought not to have the costs of that issue
which presumptively ought never to have been raised. As regards
the fifth and sixth defences, though perhaps they might as well
have been left out, still they were fair points to raise, and on the
principle I have mentioned I do not think that the defendants
ought to be mulcted in costs, because succeeding on the whole
they have not succeeded on them. But as regards the marking,

(¢) Such a certificate was given (¢.g.) in C"hfml v. Cory, (1892) 9 R. P. C. 423.

(u) (1891) 8 R. P. C. 15,

(x) (1888) 39 Ch. Div. 678 ; 57 L. J. Ch. 909; 59 L. T'. N. 5. 567 ; 36
W. R. 921; 5 R. P, C. 653,
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that issue has been argued out, and there has been evidence
directed to it, and I have held distinctly in favour of the plaintiff
on that point. I think that the plaintiff ought to have the costs
of that issuo as against the general costs of the action.’”’

In one case, where the plaintiff moved for an injunction, and
Jefendant moved to rectify the register, and both motions failed,
each was dismissed with costs (y). In Cooper v. Symington (2)
the plaintiffs moved for an injunction, but failed to obtain it, for
the reason that their invention was not subject-matter for regis-
tration as a design ; tho defendants denied infringing, but could
pot sustain this defence, and tbe motion for an injunction was
refused without costs; but the motion of the defendants to rectify
the register was allowed with costs.

Costs on the higher scale may be allowed in a fit case (@) ; but
on application for an interlocutory injunction costs on the higher
scale will not ordinarily be allowed, though the points raised be
important (). The costs of a motion, unless by agreement it 1s
treated as the trial of the action, will usually be reserved ; though
if it is clear that the whole question is before the Court, and that
the party defeated on the motion cannot succeed at the trial,
costs will be given (c).

1f the defendant offers to submit to an injunction or promises no
longer to infringe, it will depend upon circumstances whether he
will be ordered to pay the costs incurred subsequently to his
submission. The real point for determination is whether the
plaintiff must go on with his proceedings or whether he is already
sufficiently protected by the surrender of his opponent. This is
practically the same as whether the acts of the defendant have dis-
entitled him to an injunection (d). The plaintiff is generally entitled
to go on if there be any doubt, at any rate until he has obtained his

) Demartial v. Booth, (1892) 9 R. P. C. 499.

) (1893) 10 R. P. C. 264.

a) R. S. C. Ord. LXV. r. 9.

b) Grafton v. IWVatson, (1884) 51 L. T. N. S. 141.
¢c) Walker v. Scott, (1892) 9 R. P. C. 482.

(¥
(2
{
(
(
(d) See ante, p. 100 ; Proctor v. Baily, (1889) 42 Ch, Div. 3906 ; 59 L, J. Ch.

12; 38 W, R. 100; Upmann v. Elkan, (1871) 7 Ch, 130; 41 L. J. Ch.
2465 25 L. T. N. S, 813 ; 20 W. R. 131 ; M:llington v. Fox, (1838) 3 My.

& Cr, 338.
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injunction (¢), but the Court will use its discretion on tho facty of
each case.

The following cases are illustrative :—

Cooper v. Whittingham (f). Here defendants were sued for
infringement under the Copyright Act, 1842, and an injunctiop
was asked for to restrain a sale ; defendants pleaded that when they
received the copies they at once recognised the piracy, and deter-
mined not to sell. Jessel, M.R., made them pay the costs of the
motion. He said: *‘ As I understand the law as to costs it is this,
that where the plaintiff comes to enforce a legal right, and thero
has been no misconduct on his part—no omission or neglect which
would induce the Court to deprive him of costs—the Court has no
diseretion, and cannot take away the plaintift’s right to costs.”

Upmann v. Forester (g). The defendant (a china merchant)
purchased abroad, for his own private use, some cigars, which were
consigned to him at the docks ; they bore a spurious brand, pur-
porting to be that of the plaintiffs. When plaintifts issued their
writ and served a notice of motion for an injunction, the defendant
stated to them that he had no intention of selling the cigars, offered
all relief asked for by the writ, and, when the motion came on, agreed
to an undertaking in the terms of the writ. Chitty, J., decided
that the defendant must pay the costs, but added : ** The result of
my decision, however, will not be, as the defendant has suggested,
that every purchaser of a small parcel of spurious goods incurs a
liability to pay the costs of an action in the Chancery Division for
infringing a patent or trade-mark. I cannot pass over the fact that
there is in the present case a large consignment of goods—5,000
cigars is rather a large order for personal consumption—and the
plaintiffs were justified in suspecting that so large a consignment
was intended for distribution.”

Wittmann v. Oppenheim (h). This was an action to restrain

(¢) Colbourne v. Sims, (1843) 12 L. J. Ch. 338 ; 2 Ha. 513; Nunn v. Al-
bruquerque, (1865) 34 Beav. 595 ; Geary v. Norton, (1846) I De G. & Sm. 9.
And see Pradelle v. Weller, (1831) 2 Russ. & My. 247.

(7) (1880) 15 Ch. Div. 501 ; 49 L. J. Ch. 752.

() (1883) 24 Ch. Div. 231 ; 52 L. J. Ch. 946; 49 L. T. N. 5. 122; 32
W. R. 28. And see Grace v. Newman, 19 Eq. 623 ; 44 L. J. Ch, 208.

(h) (1884) 27 Ch. Div. 260 ; 54 L. J. Ch, 56 ; 50 L. T. N. S, 713; 32 W. R.
767. But as the defendant was merely the vendor, semble he ought not to
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infringement of copyright in a registered design, and plaintiffs
moved for an injunction. Defendant stated that he sold the lamps
snnocently, and that he received no notice that he was infringing
until issue of the writ. Poarson, J., ordered the defendant to pay
the costs. He said : * I should be very willing to make an order
as to costs, but, looking at the dcecision in Upmann v. Forester (3),
and to the rule there stated by Chitty, J., with which I entirely
agree, 1 am afraid I have no choice. It is said that the plaintifis
ssgued their writ without notice to the defendant, and that the
defendant, as soon as he had notice of the plaintifi’s title, did his
best to undo what he had done. But, at the same time, I cannot
say that the plaintiffs werc wrong in issuing their writ without
notice, and after that the only offer which the defendant could
properly make was to submit to an injunction and to pay the
cosls.”

American Tobacco Co. v. Guest (k). In this case the owner of
a registered trade-mark moved for an injunction to restrain in-
frincement. The defendant, who had at one time made purchases
from the plaintiff, bought a few articles from another firm, believ-
ing them to be the plaintiff’s, and they offered to abide by any order
mede by the Court. Stirling, J., granted the injunction, but re-
fused the plaintiff his costs. He said (referring to Upmann v.
Forester (1)) : *‘ In that case, there being that large amount of
goods, Mr. Justice Chitty made an order for payment of the costs.
Here there are only 500 cigarettes, valued at 17s. 6d., and, I think,
that under those circumstances I am justified in excepting, as I
think Mr. Justice Chitty would have excepted, this case from the
operation of the rule which he laid down in Upmann v. Forester,
by saying that there ought to be no costs.”

In Lyon v. Mayor, dc. of Newcastle-upon-Tyne (in) plaintift

have been put under an injunction, in the absence of knowledge that the
plaintiff’s design was registered. See sect. 58 (b) of the Act of 1883, also
sect. 7 of the Act of 1842. And see Smith v. Lewis, Roberts & Co., (1888) 4
R. P. C. 611, 617.

(2) Supra.

(k) (1892) L. R, 1 Ch. 630 ; 61 L. J. Ch. 242 ; 9 R. P, C. 218.

(1) Supra.

(m) (1894) 11 R. P. C. 218.
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discovered that the Corporation of Newcastle were in possession of
s machine made in infringement of his patent; the town cler
stated to the plaintiff that the Corporation did not dispute thg
patent, had never used the machine, and did not intend to use i,
and undertook not to use it. The plaintiff’s solicitors would not
accept this nor any other underteking, and moved for an injunctiop,
On the undertaking being given to the Court, the motion was dis.
missed with costs.
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PART I1I.

—-—*—

THE

PATENTS, DESIGNS, & TRADE MARKS
ACTS, 1883 TO 1888, CONSOLIDATED,

(So far as they relate to Designs),

Beine,

16 & 47 Vier. ¢. 57.—An Act to amend and consolidate
the Law relating to Patents for Inventions, Regis-
tration of Designs, and of Trade Marks.

125th August, 1883.]

48 & 49 Vict. ¢. 63.—An Act to amend the Patents, Designs,
and Trade Marks Act, 18883. [14th August, 1885.]

49 & 50 Vict. c. 37.—An Act to remove certain doubts respect-
ing the construction of the Patents, Designs, and Trade
Marks Act, 1883, so far as respects the drawings by
which specifications are required to be accompanied,
and as respects exhibitions. [25th June, 1888.]

51 & B2 Vict, c. 50.—An Act to amend the Patents, Designs,
and Trade Marks Act, 1883. [24th December, 1888.}

Nore.—The general text of the Act of 1883 is adhered to. The
repealed parts are printed in italics, and the additions in heavier type.
The amending Act and section are quoted in the margin.

Bt it enacted by the Queen’s most Excellent Majesty,
by and with the advice and consent of the Tords
Spiritual and Temporal, and Commons, in this present

Parhament assembled, and by the authority of the same,
as follows :
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Short title,

Division of

Act into parts,

Commence-
ment of Act.

Act, 1888,
8. 28.

PATENTS, ETC., ACTS, 1883—1888, CONSOLIDATED.
(So fur as they relafe lo Designs.)

PART 1.

PRELIMINARY.

1. This Act may be cited as the Patents, Designs, anqd
Trade Marks Act, 1883.

NoTE.—By Act 1888, s. 29, the principal Act of 1883, and the
Amending Acts of 1885, 1886, and 1888, may be cited collectively g
the Patents, Designs, and Trade Marks Acts, 1883 to 1888.

2. This Act is divided into parts, as follows :—

Part I.-——PRELIMINARY.
11.—PATENTS.

111.—DEsiaNs.
IV.—TrAaDE MARKS.
V.—GENERAL.

3. This Act, except where it 18 otherwise expressed,
shall commence from and immediately after the thirty-
first day of December one thousand eight hundred and

eighty-three.

The Act of 1888 shall, except so far as is thereby otherwise
specially provided, commence and come into operation on the
first day of January one thousand eight hundred and eighty-

nine.

Nore.—There is no special provision as to time of commencement of
the Acts of 1885 and 1886, so that they commence from the dates of
those Acts, the 14th August, 1885, and the 25th June, 1886.

PART 1L

PATENTS.



PATENTS, ETC., AOTS, 1883-—1888, CONSOLIDATED.
(So far as they relale to Designs.)

PART II1.
DEsIgNs.

Regrsiration of Designs.

47. (1.) The comptroller! may, on application? by or
on behalf of any person® claiming* to be the proprietor®
of any new or original® design? not previously published®
in the United Kingdom, register? the design under this
part of this Act.

(2.) The application'® must be made in the form set
forth in the First Schedule to this Act, or in such other
form as may be from time to time prescribed, and must
be loft at, or sent by post to, the patent office in the
prescribed manner.

(3.) The application must contain a statement of the
nature of the design,’! and the class or classes? of
goods in which the applicant desires that the design be
registered.

(4.) The same design may be registered in more than
one class.

(3.) In case of doubt as to the class in which a design
ought to be registered, the comptroller may decide the
question,

(6.) The comptroller may, if he thinks fit, refuse to
register'® any design presented to him for registration,
but any person aggrieved by any such refusal may
appeal!® therefrom to the Board of Trade.

(7.) The Board of Trade'® shall, if required, hear the
applicant and the comptroller, and may make an order

determining whether, and subject to what conditions, if

any, registration is to be permitted.
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PATENTS, ETC., ACTS, 1883—1888, CONSOLIDATED,
(So far as they relato lo Designs.)

1 The complroller.—An official appointed under this Act (seets, 82
and 83) with, so far as designs are concerned, similar powers and dutjeg
to the former registrar of desigua (b & 6 Viet. c. 100,8. 14 ; ¢ & 7
Vict. c. 65, ¢. 7).

2 Application.—See post, subsections (2) and (3).

3 Any person.—This clearly includes a foreigner (Guilerman’s Design,
(1886G) hH L. J. Ch, 309, reported as e parle Wild, 2 Times R, 174),
There was an express enactment in the Act of 1861 (2.4 & 25 Vict, ¢, 78,
8. 1), that the privileges of the Designs Acts should extend tg nny
proprictor, whether a British subject or not.  The rights of a foreigner
registered under this Act are subject to the provision in sect. 54, that L
manufactures in this country within six months.  “ Person ™ includes g
body corporate, sect. 117 and rnle 26-—and the singular includes the
plural (52 & 53 Vict. ¢. 63, 8. 1), so that joint owners may register,

4 Claiminy.—1t 18 no part of the comptroller’s duty to adjudicate on
the vights of rival claimants to the proprictorship of a desien.  Each
claimant may register the design, and their respeetive richts can he
sebtled by an application to the court under sect. 90, see infra,

5 Propriclor.—For the definition of “ proprictor ” see sect. 61,

6 New or original.—The corresponding words in all the carlier Acts
and in sect. 61 of this Act, are new and oricinal, so that the de-
cisions under the previous Designs Acts arve still law.

A distinction between “new ” and “original ™ 18 drawn in Sherweood
v. Decoralive Art T'ile (o., (1887) 4 1. P, C, 207,

The novelty required by this Act is not novelty in the idca, but
novelty in the design, that is, novelty in the way in which the idea is to
be rendered applicable to some special subject-matter : Swwnders v, Wiel,
(1893) 10 R. . C. 29, (1893) 1. R. 1 Q. B. 471. Sec also Harrisonv.,
Taylor, (1859) 4 H., & N. 815, 29 I. J. Ex. 3, & Jur. N. S, 1219 ;
Thom v. Sydell, (1872) 26 L. L. N. S. 15, 20 W. R. 291, So that the
mere fact that, what 18 applied to an article of manufacture is common
property, dcos not render the design, which resnlts from such applica-
tion, bad for want of movelty : 7bid. The decision in Adams v. Cle-
menison, (1879) 12 Ch, D. 714, 27 W. R, 379, under the earlier Acts is
to be applied with care to the present Act : Sawnders v. Wiel, supra,

The novelty of the object of the design, or the uscful purpose which
the shape or configuration of the desizn is intended to serve, is not to be
considered : Hecla Foundry Co. v. Waller, (1889) 14 App. Ca. 550,
¢ R. P. C. b1 ;5 Wandover v, Smith, (1863) 32 L. J. Ch, 561, 32 Beav.
200 3 Walker v. Hecla Foundry (9., (1887—8) 5 R. P. C. 71, 365 ;
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Sherwoods Design, (1892) 9 R. P. C. 268 ; Moody v. Tree, (1892) 9 R. Sect. 47,
P.C.235; R. v. Bessell, (1851) 16 Q. B. 810,20 I.. J. M. C. 177, 15 ————
Jur, 773,

Nor are the novelty of the means or instruments by which the design
is produced : Plackell’s Design, (1892) 9 R. P, C. 43¢,

The pattern, shape, configuration or ornament alone to be considered :
Hecla Foundry Co. v. Walker, swpra ; Rogers v. Driver, (1850) 16 Q. B.
102, 20 L. J. Q. B. 31,

There is no complete analogy between patents and designg in the
matter of novelty : Harrison v. Taylor, (185%) + 1, & N. 815, 29 L. J.
Ex. 8, 5 Jur. N. 8. 1219 5 Moody v. T'res, (1892) 9 R. P. C. 238, 234 -
Lazarus v. Charles, 16 Eq. 117, 42 T.. J. Ch, 507. Tor instance the
combination of two old patterns in the same manner as that in which
other patterns have been previously combined, may form a new and
orizinal design : [bid : Saunders v, Wiel, supra ; Thom v. Syddall, (1872)
96 L. T. 15, 20 W. R. 291,

So too the application to iron fire-doors of a mouldine common in
articles of wood has been held a new design : Walker v, Falkirk Iron Co.,
(1887) 4 R. P. C. 390, See also Hecla Foundry (. v. Walker, (188)) 14
App. Ca. 550.

For the rule in patent cases, see Brook v. Aslon, 8 E. & B. 478, 28
L. J. Q. B. 175,

Fair imitation 18 not infringement : sce sect. 58, notes.

But while the law has been construed with greater liberality with
regard to novelty in designs than in patents, the same principle applies
to both, and articles manufactured with only a slight alteration in form
from articles already manufactured are not new or original : Lazarus v.
Charles, (1873) L. R. 16 Bq. 117, 42 L, J. Ch. 507 5 Le May v. Welch,
(1884) 28 Ch. D. 24, 54 L. J. Ch. 279, 51 L. T. N. 8. 867, 33 W. R.
33 ; although a high standard of originality is not to be expected :
Wallker v. Fulkirk Iron Co., (1887) 4 R. P, C. 891.

A design must be either substantially new or substantially original,
having regard to the subject-matter to which it is to be applied : Le
Hay v. Welch, supra; Smith v. Hope, (1889) ¢ R. P, C. 201.

“Subject-matter ” in this connection means purpose to which it is to
be applied : Re Back's Design, (1889) 42 Ch. D. 661, 6 R. P. C. 37¢.

So that it follows that a design which has been registered in one class
18 not new or original when applied to articles of analogous character
and registered in another class : Read & Gresswell’s Design, (1889) 42
Ch. D. 260, 58 L. J. Ch. 624, 61 L.T. N. 8. 450, 6 R. P, C. 471 ;
Back's Design, supra. A difference in material does not constitute
novelty : Ibid. But an old design might be new or original if it

E.D. K
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S8ect. 47. were applied to a different kind of atticle : Walker v. Falkivk Iron Co,

- o = U o A

(1887) 4 R. P. C. 890,

It was held to be so doubtful whether four old designs applied to threq
ribbons ond a button and made into a badge having of itself po
novaol shape were 8 new and original design under the Act of 1842, thqt
an interlocutory injunction was refused : Mulloney v. Stevens, (1864) 1¢
L.T. N. 8. 190,

The application of the same thing to the same purpose, although iy
an enlarged size, is not new and original : Windover v. Smith, (1863) 32
L. J. Ch. 561, 82 Beav. 200, decided under 6 & 7 Vict, c. 75.

But an alteration of the proportions of an old design may produce 4
new design : Hearrison v. Taylor, (1859) 4 H. & N. 815—822, 29 L, J.
Ex. 8, 5 Jur. N. 8. 1208 ; Holdsworlh v. McCrea, (1867) L. R. 2 H, 1,
380.

And a new and original combination formed by simultancously apply-
ing old and known designs to the same article is & new and original
design : Reg. v. Firmin, (1851) 15 J. P. 570, 3 H. & N. 304 ; Norton
v. Nichols, (1859) 1 E. & E. 761, 28 I.. J. Q. B. 225, 38 L. T. 131, 7
W. R. 720, 5 Jur. N. 8. 1203 ; Harrison v. Taylor, (18:}‘}) supra ;
Holdsworth v. McCrea, 1., R, 2 H. L. 380, 36 L. J. Q. B. 297,
Sherwood v. Decorative Arl Tile (o., (1887) 4 LR, I’. C. 211 Heinrichs
v. Bastendorf, 10 R. P. C. 160.

The combination must be formed of at least two different things, both
capable of designation and of being designs : Holhersall v. Moore, (1892)
9 R. P. C. 27. The novelty must be in the combination : Re Plarkett's
Design, (1892) 9 R. P. C. 436.

Whether a design is novel or original 13 a question of fact : Harrison
v. Taylor, 4 H. & N. 815, 29 L. J. Ex. 8, 5 Jur. 1203 ; and sec Moore
v. Clarke, 6 Jur. 648 (a copyright case)

In considering whether one design is an antlmpatmn of another, as in
considering whether one design is an infringement of another—for the
rules which guide the court are the same i1n both cases : Le May .
Welch, (1884) 28 Ch. Div. 24 ; 54 L. J. Ch. 279, 51 L. T. N. 8. 867 ;
38 W. R. 33; Walker v, Falkirk Iron Co., (1888)5 R. P. C. 71—thc cye
alone is the judge of the identity of the two things : Holdsiorth v.
McCrea, (1867) L. R. 2 H. L. £80; Hecle Foundry Co. v. Walker,
(1889) 14 App. Ca. 550, 6 R. P. C. 554.

The test 18 not merely to look at the two designs side by side, but
consideration should be given to what would be the effect supposing
they were seen at different times or supposing they were looked at a
little distance oft : Graflon v. Walson, (1884) 50 L. T. 420.

In deciding this question of fact, viz., whether one design is an
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anticipation of another, the court should have the assistance of experts—
persons conversant with the parbicular trade : Grafton v. Walson, (1884)
50 L. T. 420 ; Cooper v. Symaington, 10 R, P, C. 204,

7 Desiyn.—For definition, see scct. 60, and ante, p. 12 el seq.

8 Not previously published.—For the purpose of secing whether there
has D2en any prior publication, the design is trcated as original,
and the question to be determined is whether the particular design
has, prior to registration, been disclosed to any person not in a confi-
dentinl relation to the proprictor : Blank v, Footman, (1888) 39 Ch,
D. 678, 57 L. J. Ch. 909, 59 L. T. N. 8, 567, 86 W. R. 921, 5 R. P. C.
663 ; Winfield v. Snow, (1891) 8 R. P. C. 15. The question is, is it a
fair conclusion from the evidence that some person in the United King-
dom under no obligation to secrecy arising from good faith or confidence
knew of the design prior to the registration ?  If the answer is yes, there
has been publication. See Humpherson v. Syer, (1887) 4 R. . C. 414 ;
Hunt v. Slevens, W. N. 1878, 79; Westley v. Perkes, (1893) 10 R.
P.C.181.

Following the analogy of patent cases the publication of the design in
any picture or book, or the use or sale or public exhibition of an article
to which the design has been applied, will be publication in the meaning
of this sect. This will generally be a question of fact, sce ante, p. 82 ot seq.

For the effect of publication in foreign books : Lang v. Gisborne, (1862)
31 L.J.Ch. 769, 31 Beav. 133 ; Harris v. Rothwell, (1886) 35 Ch. Div.
311, 56 L. J. Ch. 459, 4 R, P. C. 225; and Uniled Telephone Co. v.
Harrison, (1883) 21 Ch. Div. 720, 51 L.J. Ch. 705 ; and see anfe, p. 36.

Publication in libraries : see anle, p. 37 et seq., and Plimplon v.
Maleolmson, (1875) 3 Ch. D). 531, 44 L. J.Ch. 257 ; Plimpton v. Spiller,
(1877) 6 Ch. D, 412, 47 L. J. Ch. 212 ; Otfo v. Steel, (1885) 31 Ch. D,
241, 55 L. J. Ch. 196G, 3 R. P. C. 109 ; and Harris v. Rothwell, supra.

Shewing a design to an expert, or friend to get advice, is not publica-
tion. But if the person, who is consulted confidentially, changes his
character from that of adviser to that of buyer, the character of the
communication changes and is no 'onger confidential: Winfield v. Srow,
supra.

Disclosure of the design to persons who are engaged to work out or
manufacture the design is not publication : see sect. 61.

Under the old Acts it was doubtful whether the condition (5 & 6 Vict.
c. 100, 8. 4) that the design should be registered before publication
thereof, was limited to publication of the design after it had been
embodied and introduced into some fabric : Dalglisk v. Jarvie, (1850)

20 L. J. Ch. 475, 2 Mac. & G. 231 : cf. De la Brancharditre v. Elvery,

(1849) 4 Ex. 881, 18 L. J. Ex. 380.
K 2
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User in public (unless for experimental purposes) will be publieatioy,
The question whether registration is publication was raised
Read and Gresswell’s Design, (1889) 42 Ch. Div. 260, 58 L. J. Ch, 624,
61 L.T. N. 8, 4560, 6 R. P. C. 473, but not decided. The point ig gp
open one, but it is submitted that it is not : registered designs are kept
seeret, scct. 52 5 thus differing from that of Trade Marks (sect. 88),
registration in which is publication (sce sect. 75), sce also Dalylish v,
Jarvie, supra.

For publication at exhibitions, see 1888, sect. 57, and 1886, sect, 3,
and notes thereto, post, p. 143,

0 Register—See sect. 55.  For cffect of registration, see sect, §o,
As to the mode of registration, see rule 20.

The provisions of the Act of 1850 (13 & 14 Vict. ¢c. 104), see post,
p. 212, repualed by this Act, are not re-enacted.

10 Application—As to drawings, &c., sce sect. 48, mfra, and rules
8, 9, posl, p. 176.

An application must be made in Form L. or Form O. or (for lace)
E., 0., Rule of 1898, rule 4 (the forms in use now are those in the 2nd
Schedule to the Desions Rules, 1890—93) and must be signed by the
applicant or his agent (rule 8). The form must be stamped with the
proper fee (rule 8, sect. 5G). The fres are set out i 1st schedule to
the rules (post, p. 185). Properly stamped forms can be obtained through

.any Money Order Office in the United Kingdom (sec Instructions to

Persons who wish to Register, post, p. 263).

An application may be amended : rule 0. Iorm for correction of
clerical error Form M. post, p. 252 ; sec also sect. 91, and Act 1888,
sect. 24, post, pp. 159, 160.

Power is given to the comptroller to dispense with the signature to
an application, and to malke other relaxations of the rules upon good
cause shewn : rule 29.

Registration dates from the day on which the Comptroller received
the application : rule 20,

11 The stalement of the nature of the desiyn shall state whether it 18
applicable for the pattern, or for the shape, or for the configuration of
the design ; or for any two or more of such purposes, and the means by
which it is applicable ; where necessary a short technical description of
the article, with the part or parts claimed to be new or original specially
defined must be added (rule 9, Forms E. and O. marginal note, and
Instructions to Persons who wish to Register, 6, (1), note : see posl,
P. 263).

The description of a design on the register must he of the exact furm
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in which it 18 intended to sell it, for no portion of the design claimed
oan be rejected and protection be still retained for the rest : semble,
wills, J., Simoul v. Slaymaker (1890) 7 R. P. C. 90.

19 Class or classes,—Power given to the Board of Trade to make
generul rules for (anler alic) classifying goods for the purpose of de-
sigms ¢ see seck. 101 (1) (0}, post, p. 163, 'The various classes are given
in the 8rd schedule, posf, p. 186, and sce rule 5. It is important for
proprietors to register the design in every class of goods to which they
may wish to apply 1t ; for, though no other person would be able to make
a valid registration 1n any other class : (flead & Gresswell's Design,
(1889) 42 Ch. D. 260, 58 L. J. Ch. 624, 61 L. T\ N. S. 450, ¢ R. P, C.
471), a registered design is only protected from infringement in the class
in which it is registered ; and if the proprietor of a design registered in
one class applies it to goods which fall within another class, the registia-
tion does not protect him for such goods (Holhersall v. Moore, (1892)
9 R. P. C. 27, 38. See alsgo sect. 58.)

A design may be registered to be applied to a single article in a class
or to a set of articles in a class: the term * set ” includes any number of
articles ordinarily on sale tocether, irrespeclive of the varvieties of size
and arrangement 1 which the particular design may be shown on each
geparate article. (See Schedule I., post, p. 185, and ¢f. Form O. note,
post, p. 2568). The fces payable vary in the different classes : Schedule 1.,
s0st, pp. 185, 188.

In cases of doubt the Comptroller must decide as to the class: see
sub-section 5 of this section.

18 May refuse to reyister.—Before exercising this power the comp-
troller must give the applicant an opportunity of being heard personally
or by his agent, if he desires to be so heard (sect. 94 and rules 12-—14).
Power is given to the comptroller to correct irregularities in procedure,
and to enlarge the times prescribed in the rules, upon terms, as he thinks
fit. See rules 30 and 31.

The only direction given to the comptroller as to what designs he
shull or shall not register is contained in sect. 86, which empowers him
to refuse any design which, in his opinion, 18 contrary to law or morality ;
and by sect. 48 (2) the comptroller is empowered to refuse any drawing,
&c., which is not suitable for the official records. But sect. ¢ of the Act
of 1888, post, p. 141, contemplates a design being refused on the ground
of identity with a design already on the register.

Under the corresponding section, 62, (4), in the Trade Mark portion of

the Act of 1883, it is apparently the law that the discretion of the comp-
troller 18 limited by the sections which specify what trade marks shall
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3001: 47 not be registered : sects. 69, 72, 78. Sce &no v. Dunn, (1890) 15 A, C,
T 7T 252, 58 L. J. Ch. 604, 63 L. T. N. 8. 6, 39 W, R. 161, 7 R. P,(J,
3—11 ; Schastian, p. 361 ; Kerly, p. 64

14 Appeal.—Sce rules 15—19, and sect. 102 a. (Act 1888, sect, 25),

Under sect. 11, by which an appeal to the law oflicer from the comp.
troller in the case of an opposltwn to the granting of a patent is given,
it has been decided that there is no appeal to the comrt.  Under sect, 62,
the corresponding scction with refercnce to Lrade Marks, the appeg]
is decided by the Court if the Board of Trade refers the matter, but it
has been held, in a case where the Board of "I'rade refused to refer, tling
the Court had no power to deal with an application refused by the
comptroller : L re Trade Mark * Normal,” 35 Ch. D. 231,56 1,, J.
Ch. 519, 56 L. T. N. S. 2560, 35 W. R. 164, 4 R. P. C. 123, Therefore
it would seem that there is no appeal from a decision of the Board of
Trade. And sce per Chitty, J., Zn re Trade Mark * Normal,” supra,

There being no provision as to costs, the applicant will in any even;
have to puy his own.,

15 Board of Trade.—In the corresponding provision (sect. 62) with
reference to Trade Marks, power is given to the Board of Trade to refer
the appeal to the court.

All proceedings under this Act by and before the Board of Trade are
regulated by sect. 102 a. (or Act of 1888, sect. 25.)

Drawings, &c. 48, (1.) OUn application® for registration of a design

onapplication. the applicant shall furnish to the comptroller the pre-
scribed number? of copics of drawings, photographs, or
tracings? of the design sufficient, in the opinion of the
comptroller, for enabling him to identify the design; or
the applicant may, instead of such copies, furnmish exact
representations or specimens* of the design.

(2.) The comptroller may, if he thinks fit, refuse® any
drawing, photograph, tracing, representation, or specimen
which is not, in his opinion, suitable for the official
records.

1 Application.—Sce anle, sect. 47.

2 Prescribed number.~The number required to be furnished to the
comptroller is three. Seerule 9. If the full number be not sent with the
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application, they must be sent before the delivery on sale of any article Sect. 48

to which the design has been applied (Sect. 50). S— ]
If it is desired to s 'ure a date of registration at once, one sketch of

the design (sufficiently definite to identify the same) may be sent with
the application form. In this case the design, if accepted, will be regis-
tered as of the date on which 1t was reccived : but no certificate can be
icaned until three exact drawings, photographs or specimens have been
sent in substitution for the sketch.

Sec instructions, posl, p. 263. Also cf. sect. 50 (2), mfra, Cf. the
provisional reristration of designs under the Act of 1850 (13 & 14 Viet.

¢. 104, post, p. 214).

3 Drawings, &c.—For rulesas to these, see rules 8, 9, 11, and Instruc-
tions, p0sf, p. 263. Amendment allowed : Rule 80, see also seet. 91.

4 Spreimens,—The privilege of registering a specimen instead of «
drawing was first given by the Act of 1858 (21 & 22 Vict. c. 70, sect. .
Under the special words of this Act, read with those of the Act of
1842 (5 & G Viet. ¢. 100, sect. 15), it was decided that in the case of
ornamental designs regristration of the specimen alone was sufficient and no
description in writing was necessary = Holdsworth v, MeCrea, (1867) L. IR,
2 11 1. 380, 86 L. J. Q. B. 297, Under the present Act a ¢ statement of
the naturc of the design ” must be gent with every application.  See sect.
47, and this must be the case whether a specimen or a copy 1s supplied.

Under the Act of 1858 it was also decided that, if the design consisted
of separate parts cach of which might have been registered separately,
the registration of the pattern was a claim for the entire design, com-
prehending the whole pattern and not of the separate parts: Holdsworth
v, MeCrea, ubi supra; Grafton v. Watson, (1884) 50 1. 'U'. N. S, 42,
affirmed, 51 L. T. N. 8, 143.  This would, perhaps, be the case under
the present Act, 1f nothing is said to the contrary in the application ;
but an applicant now adds a description of the article defining the
parts cluimed as new : sect. 47 (8) ; see Instructions, post, p. 263.

5 May refuse.—Sce rules 12—19 5 sect. 94 ; sect. 47 (6), anfe, p. 127.

49. (1.) The comptroller shall grant a certificate® of Certificate of
registration to the proprietor of the design when regition
registered.?

(2.) The comptroller may, in case of loss of the
original certificate, or in any other case in which he
deems 1t expedient, grant a copy® or copies of the
certificate.
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1 Cerlificate.~TForm G. Such certificate is prima facis cvidence of
the entry on the register and the contents thercof : scet. 96. It jg
supplied in the first instance without an extra fee : rule 10. Such certi.
ficate is to be sent * when the comptroller determines to register ™ ; ryla
10. But according to the practice of the Patent Office, if a date of

registration merely has been sccured by an application accompanied by
a single sketch, no certificate will be issued until three exact drawings,

photographs or specimens have been sent in substitution for the sketch
“ [nstructions,” posf, p. 263.

2 When registered ~The entry is not made in the register until the
certificate of registration is sealed, bub registration dates from the dayon
which the application is received by the comptroller (see rule 20).

3 Copy—A copy will be given, if application be made, on a properly
stamped request : Form IL, rule 84, The fee 18 one shilling : see
post, p. 185.

Copyright wn Registered Designs.

50. (1.) When a design 1s registered,! the registered
proprictor? of the design shall, subject to the provisions
of this Aect, have copyright?® in the design during five
years* from the date of registration.®

(2.)5 Before delivery on sale? ot any articles to which
a registered design has been applied, the proprietor must
(if exact representations or specimens were not furnished

on the application for registration) furnish to the comp-
troller the prescribed number ot exact representations or
specimens of the design; and if he fails to do so, the
comptroller may erase® his name from the register, and
thereupon his copyright in the design shall cease.

1 When a desiyn 18 registered.—The copyright n designs depends
absolntely on due registration and in this respect materially differs from
the copyright in books, paintings, &c., of which the copyright is
reserved to the anthor, and registration only affects the remedies given
to the proprietor of the copyright against infringers of his rights.

Under the old design Acts a distinction was made between uscful and

ornamental designs, by this Act all designs are put on the same footing,
See seets., 47, 48, and 49, and nobes.
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o Proprielor.—For definition, see sect. 61 and notes.

3 Copyright.—Tor definition, see sect. 60,

Copyright in designs is purely of statutory creation ; before the Act
of 1787 (27 Geo. 111 c. 88) the inventor of a design could obtain no
protection for his invention : see the Preamble of that Act.

4 Five years.—Under the old designs Acts varying terms of protection
1 the different classes were granted, the longest of which was three years,
though the Board of Trade had power to extend this term by another
three years in the case of ornamental desigus : 5 & 6 Viet. c. 100, s. 3 ;
¢ & 7 Vict. c. 65, 8. 2 ; 18 & 14 Vict. ¢, 104, s. 9.

5 The dale of registration.—Registration is deemed to date from the
date on which the comptroller received the application : rale 20.

6 It appears to -be assumed In subsection (2) that a design is
registered from the time an application, accompanied by a single sketeh,
is received by the comptroller., The instructions issued by the Office
show that this is the reading which the Office anthorities give to the
sech01L.

7 Delivery on sale.~The only thing forbidden is the actual delivery on
sale of the completed article, so that apparently a person who has
obtained a date of registration by sending in an application accompanied
by a single sketeh may frecly exinbit his design, obtain orders or even
send vut patterns, provided he does not sell them : see sect. 51, note.
He may also, it would seem, sell and assign his rights or give licenses.

8 The complroller may erase.—It seems that the proprietor of a design,
if he fail to comply with the requirements of this sub-section, does not
lose his rights absolutely, as in the case of a failure to mark under sect.
51, but only if the matter 18 brought to the attention of the comptroller
and he decides to crase the entry,

Any person affected by this subsection would have a right of being
heard before the comptroller : rales 12—14 ; and a right of appeal to the
Board of Trade : rules 15—19 ; sect. 102a. ; Act 1888, sect. 25.

9l. Bcisrc delvery on sale! of any? articles to which a

registered design has been applied,® the proprictor* of

the design shall cause each such article® to be marked
with the prescribed mark,’ or with the preseribed word
or words or figures, denoting that the design is re-
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