Commi ssi oner of Patents and Trademarks
Patent and Trademark O fice (P.T.QO)

RE: TRADEMARK APPLI CATI ON OF STAKI S PLC
92-77
August 14, 1992
*1 Petition Filed: February 7, 1992

For: LEI SURE LODGE
Serial No. 74/013, 397
Filing Date: Decenber 22, 1989

Attorney for Petitioner

Stanford W Berman, Esq. and Mark H. Tidman, Esq.

Fl eit, Jacobson, Cohn, Price, Holman & Stern

Jeffrey M Sanuel s

Assi stant Conm ssi oner for Trademarks

On Petition

Stakis plc has petitioned the Conmm ssioner, pursuant to 37 CF. R 8§
2.146, to accept a late filed $100 filing fee for a second request for
extension of time to file a statement of use, and thus to revive an
abandoned class in the subject application. Trademark Rul es 2. 66,
2.146(a)(5) and 2.148 provide appropriate authority for the requested
revi ew

Fact s

The notice of allowance for the subject two-class intent-to-use
application issued on November 20, 1990. Pursuant to Section 1(d) of
the Trademark Act, petitioner was required to file a statement of use
or a request for an extension of time to file a statenent of use within
six nonths after the date of issuance of the notice of allowance.

On May 7, 1991 petitioner tinely filed a request for an extension of
time to file a statenent of use. The extension request was granted,
extending the time for filing a statenment of use until Novenber 20,
1991.

On Novenber 19, 1991, petitioner tinely filed a second request for an
extension of time to file a statenent of use, however, only one filing
fee was submitted for the two class application. On February 13, 1992,
the Paral egal Specialist of the ITUDivisional Unit mailed an | TU
Examiner's Note to the File which referenced a tel ephone conversation
on February 6, 1992 between the Paral egal Specialist and the attorney
of record, M. Mark Tidman. [FN1] Specifically, the Exami ner's Note



stated that M. Tidman was inforned that the second fee had been
omtted fromthe extension request; and he chose to delete Class 42
fromthe application based upon this information. [FN2]

A petition was filed on February 7, 1992, the day i medi ately
foll owi ng the above referenced tel ephone conversation. The filing fee
for the second extension request has been submtted with the petition.
[ FN3]

Petitioner's counsel asserts, in the unverified petition, [FN4] that
the nerger of the law firm Bernman & Ai senberg with Fleit, Jacobson
Cohn, Price, Holman & Stern, which resulted in a physical nove of files
fromBerman & Stern to Fleit, Jacobson, Cohn, Price, Holmn & Stern on
Oct ober 26, 1991, caused sone confusion with respect to the filing of
docunents with the Patent and Trademark Office and resulted in the
firms failure to either attach a check in the appropriate anount or to
authorize the Ofice to charge the firm s deposit account. Counsel for
petitioner submits that the failure to attach a check in the
appropriate anmobunt was an "inadvertent error."”

Deci si on

Under Section 1(d)(1) of the Trademark Act, a statenent of use or a
request for an extension of tine to file a statement of use nust be
filed "within six nonths after the date on which the notice of
al l omance with respect to a mark is issued.” Section 1(d)(2) of the Act
requires that a subsequent extension request nust be filed "upon
witten request of the applicant before expiration of the 6-nonth
peri od provided in paragraph (1)."

*2 Section 1(d)(2) of the Trademark Act expressly provides that any
request for an extension of tine to file a statement of use "shall be
acconpani ed by paynent of the prescribed fee."

Trademark Rule 2.89(b), which outlines the requirenents for the
filing of a second extension request with which to file a statenment of
use, also states that the request nust include "the fee prescribed in §
2.6." Trademark Rule 2.6(a)(4) sets the fee for extension requests at
$100 per cl ass.

Petitioner tinely filed a second extension request acconpani ed by one
filing fee for a two-class application, thus causing the abandonnent of
one class in the application. Citing to a law firmnnerger as the reason
for the failure to submt the proper fees for the extension request,
petitioner acknow edges that both the fee for the second class and
| anguage directing the Ofice to debit a deposit account for any fee
deficiency were mstakenly onmtted due to the disruption caused by the
physi cal nove of files between |aw firnmns.

Trademark Rule 2.66 provides for the revival of an application
abandoned for failure to tinely file a statement of use or a request
for an extension of tine to file a statenent of use where it has been
shown to the satisfaction of the Conm ssioner that "the delay was
unavoi dabl e. "



The term "unavoi dabl e" nmeans that reasonable steps had been taken, or
precauti onary systens were in operation which were designed to avoid
the circunmstances which caused the delay, and the delay occurred
despite these precautions. |If there were reasonabl e provisions which
shoul d have been taken for anticipating and avoi ding the delay and
those precautions were not taken, then the delay is considered
avoi dabl e. Tradenmark Manual of Exami ning Procedure (TMEP) § 1112.05.

While the transfer of files fromone law firmto another may cause
consi derabl e di sruption and sone |ogistical problens, it is reasonable
to expect that appropriate precautions will be taken to keep adequate
records and meke proper allocation of tine to neet necessary deadlines
and to avoi d abandonnent of the application. In fact, counsel for
petitioner filed the second extension request in a tinely nmanner
despite the disruption caused by the nerger.

Al t hough it appears that the omi ssion of the filing fee for the
second class in the second extension request was inadvertent and
unintentional, it does not constitute unavoi dable delay as contenpl ated
by Rul e 2.66.

Trademark Rules 2.146(a)(5) and 2.148 pernit the Comr ssioner to
wai ve any requirenent of the rules not being a requirenent of the
statute, in an extraordinary circunstance, when justice requires and no
other party is injured. However, allowi ng petitioner to submt the
filing fee for an extension request beyond the statutory tinme period
for filing a statenent of use would be, in effect, a waiver of a
statutory requirenment, and the Comri ssioner is without authority to
wai ve such a requirement. In re Kruysman, Inc., 199 USPQ 119 (Commr
Pats. 1977); Ex parte Buchicchio, 118 USPQ 40 (Commir Pats.1958); Ex
parte Radi o Corporation of Anerica, 114 USPQ 403 (Commr Pats.1957).

*3 Furthernore, even if the Conm ssioner did have the authority to
wai ve a statutory requirenent, the circunstances described in this
petition are not considered extraordinary, as contenpl ated by Tradenark
Rul es 2.146(a)(5) and 2.148. |nadvertent omni ssions, or oversights that
coul d have been prevented by the exercise of ordinary care, do not
constitute extraordinary situations within the purview of these rules.
In re Bird & Son, Inc., 195 USPQ 586, 588 (Commr Pats.1977).

Accordingly, the petition is denied. [FN5] The application wll
proceed only with respect to the Cl ass 41 services.

FN1. The Examiner's Note appears to contain a typographical error in
that it mstakenly references the issue of the fee deficiency with
respect to the expired time period for the filing of the first

ext ensi on request, instead of the expired tine period for the filing of
t he second request.

FN2. There is a discrepancy between the petition and the Exami ner's
Note with respect to the nunbered class deleted fromthe application.
In the petition, counsel for petitioner states that Class 42 has been
retai ned and Cl ass 41 del eted, whereas in the Exam ner's Note, M.

Ti dman expressly chose to delete Class 42 and retain Cl ass 41.



FN3. Al though the petition refers to the subnission of two checks in
t he amount of $100 each for both the petition and the extension
request, only one check appears to have been submtted. However,
petitioner has authorized the Ofice to debit a nunbered deposit
account for any fee deficiency.

FN4. Trademark Rule 2.146(c) requires any brief in support of the
petition, in which facts are to be proved, to be in the formof a
affidavit or declaration pursuant to 37 CF.R § 2.20.

FN5. Inasmuch as the filing fee for the second class in the extension
request did not acconpany the petition, nor was petitioner's deposit
account debited, no refund shall be necessary.
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