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MEMORANDUM OPI NI ON AND ORDER

*1 B. Peter Barndt (respondent) appeals [FN1] to the Conmi ssi oner
froman Initial Decision [FN2] of the Adm nistrative Law Judge (ALJ)
entered on June 25, 1992, in the above-identified disciplinary
proceedi ng. In taking the appeal, respondent seeks review only of the
sanction inposed by the ALJ.

The conprehensive opinion and findings of fact by the ALJ appear as
an appendi x to this nenorandum opinion and order. Familiarity with the
ALJ' s opinion and findings of fact are presuned.

Decl arations Subnmitted with the Appea

Attached to respondent's appeal brief are copies of declarations
signed by two individuals. [FN3] An appeal to the Conmm ssioner from an
initial decision of the ALJ nust take place on the record nade before
the ALJ, not sone new record nmade on appeal for the first tine. [FN4]
Accordingly, the two declarations have not been considered and are
returned herewth.

I nt roducti on

The ALJ determ ned that a sanction was appropriate in this case.
Specifically, the ALJ ordered that respondent be suspended for a period
of five (5) years. However, the ALJ found that respondent was
renorseful for the harm he had caused. Accordingly, the ALJ suspended
execution of the last four years of the five-year suspension provided



respondent neets certain conditions.

On appeal, respondent contends that he should not be required to
serve any suspensi on. Respondent further contends that the Comm ssioner
shoul d order that the files of this disciplinary proceedi ng be
mai ntai ned in confidence. [FN5] For reasons which follow the decision
of the ALJ is affirmed and respondent's confidentiality request is
deni ed.

Backgr ound

The record reveals that in Septenber of 1987, respondent approached
the Colonial Clinic, Spokane, Washi ngton, and requested "assessment and
treatment services for a drinking problem" [FN6] A treatnment plan was
devel oped. Respondent "conpleted this conprehensive programin May of
1988. " [ FN7]

After May of 1988, respondent engaged in what he admits was
unpr of essi onal conduct. The ALJ's findings of fact reveal that a * * *
pat ent application becane abandoned in March of 1989, [FN8] when
respondent did not reply to a Patent and Trademark O fice (PTO action
entered in Decenber of 1988. [FN9] Respondent thereafter offered to
draft a response to the PTO action, even though the application was
abandoned. [FN10] Finally, in forwarding the Decenber PTO action to * *
*  respondent concealed the date the action was mail ed. [FN11]
Respondent al so conceal ed other date-identifying information on the
action. [FN12]

The ALJ's findings also reveal that a PTO "Ex parte Quayle" action
[FN13] in connection with a * * * application was entered in Novenber
of 1988 with a response being due in January of 1989. [FN14] Respondent
did not tinmely respond to the Quayle action and * * * application
becanme abandoned. [FN15] Respondent adnitted that he "failed to notify
M. * * * Jater on that his case would go abandoned if further action
were not taken." [FN16]

*2 In connection with a * * * patent application, respondent received
a notice of allowance and issue fee due which had been mailed in
Novenber of 1988. [FN17] A requirenent was al so made by PTO t hat
drawi ngs be corrected. [FN18] Respondent failed to nake the required
drawi ng corrections and did not pay the issue fee. [FN19] Accordingly,
the * * * patent application becane abandoned.

In March of 1989, respondent |eft Spokane, Washington, to assume a
patent attorney position at Tl in Dallas, Texas. [FN20] According to
t he record, respondent has abstained from al cohol since conpleting the
recovery programat Colonial Cinic. The ALJ found, correctly, that
respondent has shown renorse for his actions. [FN21] Copies of letters
inthe file of this disciplinary proceeding indicate that respondent
has contacted his non-Tl clients and is making sone effort at
restitution. [FN22]

It is well established that the Comri ssioner is primarily responsible
for protecting the public from unprofessional behavior of practitioners
and for oversight of the bar practicing before PTO in patent cases.



Ki ngsl and v. Dorsey, 338 U.S. 318 (1949). Determ ning an appropriate

sanction is, therefore, a matter largely within the discretion of the
Conmi ssi oner, taking into account the matters nentioned in the rules,
[ FN23] and appl yi ng appropriate burdens of proof. [FN24]

Respondent does not contend that the Director failed to establish his
case by clear and convincing evidence. |Indeed, respondent admtted al
allegations in the conplaint. Respondent's defense is not that he did
not do what the Director charged. Rather, respondent maintains that he
shoul d not be suspended under the circunstances. The ALJ determ ned
that a suspensionand a period of probation was an appropriate sanction
in this case. [FN25]

The ALJ's determi nation was entirely appropriate and is supported by
substantial evidence in the record. The evidence is that respondent is
a recovering al coholic. Respondent sought, obtained, and successfully
conpleted treatnment in May of 1988. Thereafter, during the Decenber
1988 through March 1989 tinme period, respondent conmitted the
unprof essional acts in question. During this sanme time period,
respondent sought and obtained enploynment with TlI. The record shows
that TI offered respondent enpl oynent sonetinme around February of 1989
and respondent accepted enploynent "during the | ast two weeks of
February." [FN26] There is some evidence that the effects of al coholism
continue even after conpletion of successful treatnent, [FN27] and
Gokee is of the opinion that this is "the case with ... [respondent]."
[ FN28] However, respondent never established Gokee's qualifications on
the record. Likew se, respondent failed to establish, even by a
preponderance of evidence, |et alone by clear and convincing evidence,
that his unprofessional actions were al cohol related. The record
reveals that at the time of the unprofessional acts, respondent
successfully convinced Tl to hire himas a patent attorney. In short,
respondent has not shown that the ALJ erred or otherw se abused any

di scretion in inposing the sanction, or that he should receive "no
suspensi on" in connection with the events involved in this case.
*3 Respondent presents an argument that a suspension will have an

adverse inpact on TlI. This argunment has been considered only to the
extent that it is based on material in the record before the ALJ and
wi t hout consi deration of the declarations nentioned in note 3, supra.
Respondent's argunment can be made every tinme an individual working for
a corporation, law firm or Governnment agency is sanctioned. |f TI
bel i eves that respondent is a valuable enployee, Tl presunmably will
make every effort to retain respondent in an appropriate position

[ FN29] during the period of his suspension and probation

Publ i cati on of Deci sion and Sancti on

Respondent requests that the decision in this nmatter not be
publ i shed. The request is denied. The ALJ determ ned that the facts and
circunstances of this matter should be made public. [FN30] Respondent's
argunent is (appeal brief, page 6):

Furthernore, there should be no publication of the facts and
circunstances of this proceeding at this tinme in order to avoid
conprom se of Respondent's position in his present supervisory
posi tion.



Respondent's argunent fails to overcome the provisions of 37 CFR §

10. 159(c) (1991), and provides no legitimte basis for the Comm ssioner
to exercise any discretion within the scope of § 10.159(c) to order
these particular files maintained confidential. The fact that TI

enpl oyees working for, or reporting to, respondent may |earn of the
facts and circunstances here involved is but a natural consequence of
what has occurred.

Deci si on

For the foregoing reasons, as well as those given by the ALJ, the
initial decision of the ALJ is affirned.

Or der

Upon consi deration of respondent's appeal and the record (except to
the two decl arations returned herewith), it is

ORDERED t hat effective Cctober 13, 1992, respondent, B. Peter Barndt,
of Pl ano, Texas, is hereby suspended from practice before the Patent
and Trademark Office for a period of five (5) years, and it is

FURTHER ORDERED t hat execution of the |ast four (4) years of the
peri od of suspension is suspended provided that during that |ast four
(4) years respondent shall performall patent associated work under the
supervi sion of his named supervi sor and that respondent commit no
further violations of the PTO Code of Professional Responsibility, and
it is

FURTHER ORDERED t hat this nmenorandum opi nion and order, acconpani ed
by the initial decision of the ALJ, be published and that an
appropriate notice appear in the Oficial Gazette.

Notice of Restriction on Activities of Suspended Practitioner

Respondent's attention is directed to 37 CFR § 10.158 (1991)
concerning the restrictions on a practitioner suspended from practice
bef ore PTO.

Reconsi deration and Appeal Rights

Any request for reconsideration of this decision nust be filed and
served within twenty (20) days of the date of entry of this nmenorandum
opi nion and order. 37 CFR § 10.156(c) (1991). Any request for
reconsi deration mailed to the PTO nust be addressed as follows and a
copy nust al so be served on the attorney for the Director

*4 Dougl as B. Coner
Acting Commi ssioner of Patents and Trademarks
Crystal Park Il, Suite 906



U. S. Patent and Trademark O fice (P.T.O)

Washi ngton, D.C. 20231
Any request hand-delivered to the PTO nust be hand-delivered to the
O fice of the Comm ssioner, in which case the service copy for the
attorney for the Director shall be hand-delivered to the Ofice of
Enrol | ment and Di sci pline.

If a request for reconsideration is not filed, and respondent desires
further review, respondent is notified that he is entitled to seek
judicial review on the record in the U S. District Court for the
District of Colunmbia under 35 U.S.C. 8 32 and Local Rule 213 of the
U.S. District Court for the District of Colunbia within thirty (30)
days of the date of entry of this nmenorandum opi ni on and order

FNL. 37 CFR § 10.155 (1991).

FN2. 37 CFR § 10.154 (1991).

FN3. The two declarations are dated July 23, 1992, and were signed by
Ri chard L. Donal dson, Ceneral Patent Counsel and Senior Vice President
of Texas Instruments Incorporated (TlI) and Richard J. Agnich, Senior
Vice President, Secretary and General Counsel of TI.

FN4. 37 CFR § 10.155(b) (1991).

FN5. See 37 CFR § 10.159(c) (1991).

FN6. Decl aration of Gokee dated January 10, 1992, page 1

FN7. 1d.

FN8. ALJ finding nunmber 4.

FN9. ALJ findi ng nunber 3.

FN10. ALJ finding nunmber 9, second full paragraph.

FN11. ALJ finding number 10, first full paragraph.

FN12. ALJ finding nunmber 10, second full paragraph

FN13. See Ex parte Quayle, 1935 Dec.Conmir Pat. 11 (Commir Pat.1935).



FN14. ALJ findi ng nunber 16.

FN15. ALJ finding nunber 17.

FN16. ALJ findi ng nunmber 19.

FN17. ALJ finding number 24.

FN18. 1d.

FN19. ALJ findi ng nunber 25.

FN20. Request for Settlenment of Conplaint, dated Novenber 27, 1991
page 1, paragraph nunber 4.

FN21. Initial Decision entered June 25, 1992, page 8, fourth ful
par agr aph under CONCLUSI ON

FN22. See (1) letter to * * * dated January 8, 1992; (2) letter to * *
* of the sanme date; and (3) letter to * * * of the sanme date, al
attached to respondent's declaration dated January 10, 1992.

FN23. 37 CFR § 10.154 (1991).

FN24. 37 CFR § 10.149 (1991).

FN25. Initial Decision entered June 25, 1992, page 8, fourth ful
par agraph under CONCLUSI ON

FN26. COED, Exhibit 4 (attached to conplaint), page 1, paragraph 1

FN27. Gokee decl aration dated January 21, 1992.

FN28. 1d. at page 2.

FN29. See 37 CFR § 10.158 (1991).

FN30. Initial Decision entered June 25, 1992, page 9, second ful
par agr aph.



June 25, 1992

Hugh J. Dol ah

Admi ni strative Law Judge

APPENDI X TO MEMORANDUM OPI NI ON' AND ORDER
I NI TI AL DECI SI ON

PRELI M NARY STATEMENT

*5 This is a disciplinary proceeding initiated under 35 U S.C. § 32
and the Regul ati ons promnul gated thereunder at 37 C.F.R Part 10,
agai nst B. Peter Barndt, a patent attorney registered to practice
before the Patent and Trademark O fice (PTO (Registration Nunber:
31, 587) .

In the Conplaint and Notice of Proceedi ngs dated October 29, 1991
Respondent is charged with one count of engaging in professiona
m sconduct. The charge arose after Respondent neglected to respond to
one or nore OFfice actions; failed to communi cate or by inadequately
comunicating with his client(s) about one or nore Ofice actions
affecting their patent applications, and abandoned his clients during
t he course of prosecuting their applications.

The O fice of Enrollnent and Discipline seeks to have the Respondent
suspended from practice before the Patent and Trademark O fice.
Respondent submitted his answer to the Conplaint in which he adnmtted
all allegations set forth in the Conplaint. No hearing was requested.
The parties were to submit findings and concl usi ons and responses by
January 21, 1992. Pursuant to a notice of settlenment discussions, the
record remai ned open for such filings until February 21, 1992, at which
time it becane ready for decision.

CHARGE

By neglecting to respond to one or nore Office actions and by failing
to communi cate or by inadequately comunicating with his client(s)
about one or nmore OFfice actions affecting their patent applications,
and by abandoning his clients during the course of prosecuting their
patent applications, Respondent engaged in professional misconduct.

LAW AND REGULATI ONS

The Regul ations state that "[a] practitioner shall not engage in
di sreput able or gross m sconduct." 37 C.F.R 8§ 10.23(a). Nor shall a
practitioner "[e]ngage in any other conduct that adversely reflects on



the practitioner's fitness to practice before the Ofice." 37 CF.R 8§
10. 23(b) (6). Further, "[c]onduct which constitutes a violation of
par agraphs (a) and (b) of this section includes, but is not limted to:
(2) Knowingly giving false or msleading information or know ngly
participating in a material way in giving false or m sl eading
information to: (i) the Ofice or any enployee of the Office." 37
CFR &8 10.23(c)(2)(i). Finally, the regulations state that a
practitioner shall not "[n]eglect a |legal matter entrusted to the
practitioner." 37 CF.R 8§ 10.77(c).

FI NDI NGS OF FACT

1. Respondent B. Peter Barndt is an attorney registered to practice
before the United States Patent and Trademark Office in patent cases
under Registration Nunber 31, 587.

THE * * * PATENT APPLI CATI ON

2. Respondent filed a patent application on behalf of the inventor, *
* *  on May 6, 1988. It was assigned Application No. * * *. An Cath and
Power of Attorney in M. * * *'s patent application provi ded Respondent
with the authority and responsibility to act on this application.

*6 3. Respondent received a first Office action rejecting all clains
directed to the * * * patent application, nmailed to Respondent on
Decenber 30, 1988, setting a 3-nonth shortened statutory period for
response. A response to this rejection was due on or before March 30,
1989.

4. The Respondent never filed a response to the Ofice action. the
application was abandoned effective March 31, 1989, by operation of
| aw. Respondent received a Notice of Abandonnent of the * * * patent
application, mailed to the Respondent on July 31, 1989.

5. In a response dated February 15, 1991, to an Ofice of Enroll nent
and Discipline (CED) Requirenent for Information, Respondent explai ned
that during the period when a response to the Ofice action was due:

| physically left Spokane [Washington] on the 9th of March, and
started work for a [corporation in Texas] on March 13, 1989.

| notified some of ny clients prior to the end of February, 1989[,]
in person, or by tel ephone that |I would be |eaving Spokane and woul d be
enpl oyed full time out of state.

6. In a response dated July 10, 1991, to an OED Request for Coments,
Respondent's specifically addressed M. * * *'s patent application
| admit that | never filed a petition to withdraw [as attorney of
record, see 37 CF.R 8§ 10.40(a) ]. | further admt that | failed to
timely notify M. * * * that his application was going to go abandoned.

7. The Conpl aint contains a chronol ogi cal account of M. * * *'g
transactions and attenpted comuni cations with Respondent. In the
m ddl e of his conplaint to OED, M. * * * alleged that in August 1989,



he call ed anot her Spokane attorney and was told by that attorney where
to tel ephone Respondent in Texas. M. * * * continued:

8/ 17/ 89 Talked to * * * he said all clains have been rejected and
he will send copies out and I should get them by Wednesday of next
week. If | don't receive [then] by Friday, | should call back

8/28/89 Call for * * *, he wasn't in office, left nessage for him
tocall. (he did not call).

8/31/89 Called * * *, he says he will work on it this weekend and
send it out to me on Tuesday, via Express Mail. Should receive by about
Thur sday 9/ 7/ 89.

9/15/89 Called * * * he says he will give me a phone report on
Sunday afternoon and follow it up with a witten report on Mnday or
Tuesday of next week.

9/18/89 He didn't call this week like [he] said he would, | called
he was in class all day so would be in and out.

9/19/89 Called in afternoon not there, should be back in norning.

9/ 20/ 89 Finally caught himthere, gave brief report and his hone
phone number.

9/27/89 Called * * * he said | should have gotten it, so he is
going to check it and call nme at 8:00 a.m tonorrow.

8. Respondent adnmitted to having conversations with M. * * * in this
time franme, but he has no recollection or records of specific dates of
conversations. However, Respondent did recall

*7 1 admit that | did not send the information he [M. * * *]
requested as soon as | had first promsed it.

9. Respondent sent an undated letter to M. * * * on or about Cctober
2, 1989. Respondent wrote in part:

Encl osed pl ease find copies of the Patent Ofice Oficial action
and copies of the references cited agai nst your patent application. As
| indicated to you, all clains have been rejected by the Patent O fice,
mai nly based upon the Grob, et al, Patent.

The broad concept of your invention is disclosed in the G ob
patent. However, there are several specific features of your nachine
and the way it functions, which are different than G ob. As we
di scussed briefly by tel ephone, in nmy opinion patentable clains can be
drafted. These cl aims, however, will necessarily be narrower in scope
than the original clainms filed.

Respondent offered to prepare an anendnent for the already abandoned
patent application for $475.00 and to review the patents, cited by the
examner in the Ofice action, for an additional $50.00. Respondent
never disclosed to M. * * * that prosecution of the application had
been cl osed, effective March 31, 1989, the date of the abandonment of
the * * * patent application, based on Respondent's failure to respond
to the Ofice action dated Decenmber 31, 1988.

10. The "Patent O fice Oficial action", submtted by M. * * * with
his conplaint as received fromthe Respondent with Respondent's letter
has the date of the Office action concealed. In the original docunent,
near the top of the first page is: "date mailed 12/30/88". In the
version M. * * * submitted to OED, the quoted portion is not present

and a hand printed nmessage, "send to * * * " s in that sane |ocation
on the page.

In the original document, near the bottom of the |last page is the



hand written signature of Frederick R Schnidt and the hand written
date, "12/30/88", immediately above M. Schmidt's name and title stanp.
In the version M. * * * sybmitted to OED, the hand witten signature
and date are not present.

In the original document, in the |ower |eft corner of the |ast page,
the followi ng block is typed
B. Shidel er: kl w
12-21-88
12-29-88 [in hand printing]
(703) 557-6518
In the version M. * * * submitted to OED, the quoted portion is not

present and a hand printed nmessage, "send to * * * " s in that sane
| ocati on on the page.

11. When OED presented the Respondent with the evidence of the
original and altered Office actions, the Respondent admitted that he
had altered the Office Action, "to conceal that the Ofice Action was
not sent to him[M. * * *] when it should have been." M. * * *
| earned about the abandonment of his patent application fromthe PTO on
Oct ober 6, 1989.

12. Because Respondent did not file a petition to wi thdraw as counse
of record for M. * * * under 37 CF.R 8§ 8 1.36, 10.40(a) and
10.40(c), Respondent had a duty to continue prosecution of the * * *
application and request further consideration of patentable subject
matter. See 37 CF.R 8§ 1.111. In neglecting to tinmely prosecute the *
* * patent application after a first Ofice action, Respondent
negl ected a | egal matter.

*8 13. By telling M. * * * that his patent application had
pat ent abl e subj ect matter which he would prosecute for $475.00, without
informng M. * * * that the application had already been abandoned and
that prosecution on the application was then closed, and/or by
concealing the date of the Ofice action on the patent application from
M. * * * which M. * * * could have used to determine that his
application was abandoned, Respondent know ngly gave fal se or
m sl eading information to the client in connection with inmmediate,
prospective or pendi ng business before the Ofice.

14. In failing and/or refusing to communicate with the client during
the course of prosecution of a patent application and in failing to
informthe client that the patent application had been abandoned,
Respondent engaged in gross m sconduct.

THE * * * PATENT APPLI| CATI ON

15. The Respondent filed patent application on behalf of the
inventor, * * * on April 4, 1988. It was assigned Application No. * *
*  The OCath and Power of Attorney in M. * * *s' patent application
provi ded Respondent with the authority and responsibility to act on
this application.

16. Respondent received an ex parte Quayle action directed to the
Bel | es patent application, mailed to Respondent on Novenber 28, 1988.



The action stated that all fourteen clainms in the application were
allowable. It did require that the Abstract be shortened, a lead line
be added to one figure in a drawi ng, and m nor corrections be made to
words in the specification and in five of the fourteen clainms. Two
nont hs were allowed to conplete these requirements as provided for by
35 U.S.C. § 133. A response was due on or before Mnday, January 30,
1989.

17. The Respondent failed to respond to the ex parte Quayl e action
and the * * * patent application was abandoned effective January 31
1989. Respondent received a Notice of Abandonment of the * * * patent
application mailed to the Respondent on July 24, 1989.

18. On Decenber 5, 1989, * * * wote to the PTO that he previously
received a call fromhis attorney, the Respondent, that his application
had been "excepted" (sic, accepted). He waited for further word and
then decided to call the Respondent on Decenber 5, 1989. M. * * *g
letter stated that he called the Respondent's office tel ephone and his
hone tel ephone and was infornmed that both nunbers were no |onger in
service. The * * *s' Jetter to the PTO exam ner al so asked the patent
exam ner how he could get his (then abandoned) Patent application to be
i ssued.

19. Respondent conmented on the letter sent by M. * * * as foll ows:
To the best of ny recollection[,] M. * * * was informed of the

status of the case when the clains were allowed. Hoever (sic), | admt
that | failed to notify M. * * * Jater on that his case would go
abandoned if further action were not taken. | did not petition to

wi t hdraw or properly notify the Ofice of ny change of address in this
case.

*9 20. The * * *s' patent application status, with fourteen clains
whi ch the PTO said were allowabl e, remai ns abandoned. The records of
the PTO di sclose that this was the only application that * * *
submtted for on his invention.

21. Because Respondent did not file a petition to withdraw as counse
of record for M. * * * under 37 CF.R §8 § 1.36, 10.40(a) and
10.40(c), Respondent had a duty to continue prosecution of M. * * *g
patent application. In neglecting to tinely prosecute the * * *g
patent application with fourteen clains which the PTO stated were
al | owabl e, Respondent neglected a | egal matter.

22. In failing to tell the client, M. * * * that his patent
application woul d becone abandoned if the O fice action requirenents
for issue of the patent were not addressed in the tinme all owed, where
the application becane abandoned for failing to informthe client that
hi s patent application was subsequently abandoned, Respondent engaged
in gross m sconduct.

THE * * * PATENT APPLI CATI ON

23. The Respondent filed a patent application on behalf of the
i nventor, * * * on Decenber 4, 1987. It was assigned Application No. *
* *  An Cath and Power of Attorney in M. * * *'s patent application



provi ded Respondent with the authority and responsibility to act on
this application.

24. Respondent received a Notice of Allowance and |ssue Fee Due for
the patent application, allowing all six clains in the case, nmiled
Novenber 28, 1988. Respondent was required to file new draw ngs on the
required size paper, with unblurred |ines and to pay the issue fee of
$280.00 within three nmonths of the Notice of Allowance. See 35 U.S.C. §
§ 133 and 151.

25. The Respondent failed to correct the drawings and failed to pay
the issue fee and the * * * patent application was abandoned, effective
March 1, 1989. A Notice of Abandonnent of the * * * [or * * *] patent
application was mailed to the Respondent on July 24, 1989.

26. Respondent stated:

Wth respect to M. * * *'s application[,] he was notified of the
status of his case when the clains were indicated as being allowable. |
failed to notify himthat the case was goi ng abandoned if the issue fee
was not paid.”

27. Respondent never filed a petition to withdraw as attorney of
record in the * * * patent application.

28. The * * * patent application, with all of its clains, which the
PTO stated were all owabl e, remai ns abandoned. The records of the PTO
di sclose that this was the only application that * * * applied for on
this invention.

29. Because Respondent did not file a petition to withdraw as counse
of record for M. * * * under 37 CF.R §8 8§ 1.36, 10.40(a) and
10.40(c), Respondent had a duty to continue prosecution of M. * * *'g
application. In neglecting to tinely prosecute the patent application
with its clainms which the PTO stated were all owabl e, Respondent
negl ected a | egal matter

*10 30. In failing to informthe client, M. * * * of the conditions
necessary to have the allowed * * * patent application issue, which
application subsequently becane abandoned for failure to conply with
t hose conditions, Respondent engaged in gross m sconduct.

CONCLUSI ON

Respondent's failure to fully comrunicate with one or nore clients
about the status of their applications with allowed or allowable clains
and/ or all owabl e subject matter, which failure contributed to the
abandonnent of the applications; Respondent's neglect of |egal matters,
by failing to file one or nore amendnents or draw ng corrections,
and/or by failing to pay one or nore issue fees as required to keep one
or nore patent applications that he was the attorney of record on from
goi ng abandoned; and/or by Respondent's concealing fromone or nore
clients that their application had becone abandoned (through
Respondent's negl ect); constitutes professional nisconduct which
justifies suspension or exclusion under 37 CF.R § § 10.23(a),

10. 23(b) (6), 10.23(c)(2)(i), and 10.77(c).



Respondent has adnitted to the facts as established by the PTO and
the charge in this cases is uncontested. By neglecting to respond to
one or nore OFfice actions and by failing to conmuni cate or by
i nadequately conmunicating with his clients about one or nore Ofice
actions affecting their patent applications, and by abandoning his
clients during the course of prosecuting their patent applications,
Respondent engaged in professional m sconduct.

Respondent has submi tted numerous decl arations and affidavits
di scussing his problemw th al cohol and his efforts to make restitution
to parties injured by his m sconduct. Respondent has also submitted
that he is enployed by a major corporation where he has nade
consi derabl e advancenent in his three years and that his position does
not involve contact with the general public. Hi s supervisor has also
declared that he will act as both a practice nonitor and substance
abuse nmonitor of the activities of Respondent, checking on respondent's
attendance at Al coholics Anonynous and cl osely nonitoring his
prof essi onal activities.

Contrary to Agency assertions, | find that the Respondent does
recogni ze the seriousness of the charges and has denonstrated renorse
for his conduct. Additionally, Respondent has shown that through his
supervi sed enpl oynent, he does not have the opportunity to represent
the general public in their patent applications. Nevertheless, the
unpr of essi onal conduct cannot go unpuni shed. Therefore, | find that a
peri od of suspension frompractice and an additional probationary
period is appropriate in this case.

ORDER

That B. Peter Barndt of 2221 Covi ngton Lane, Pl ano, Texas whose
Pat ent and Trademark Office Registration is 31,587, be suspended from
practice as an attorney before the Patent and Trademark Office for five
(5) years fromthe date of the final action, four (4) years of that
suspensi on period will also be suspended, on condition that the
Respondent perform all patent associ ated work under the supervision of
hi s named supervisor and that Respondent commit no further violations
of the above cited Disciplinary Rules. In such event the four (4) years
bal ance will then be remtted without further order or action

*11 Respondent's attention is directed to 37 CF.R §8 § 10.158 and
10. 160 regarding responsibilities in the case of suspension or
excl usi on.

The facts and circunstances of this proceeding shall be fully
published in the Patent and Trademark Office's official publication

This Initial Decision is rendered pursuant to the provisions of 35
US.C 8§ 32 and 37 CF.R § 10.154. Any appeal of this Initia
Deci sion to the Commi ssioner nmust be filed in duplicate with the
Director within 30 days of the date of this Decision, as provided in 37
C.F.R § 10.155.



Dougl as B. Coner

Acting Commi ssioner of Patents and Trademarks

MEMORANDUM OPI NI ON AND ORDER ON RECONSI DERATI ON

B. Peter Barndt (respondent) seeks reconsideration [FN1] of the
deci sion entered Septenber 10, 1992. In the request, respondent raises
the foll owi ng principal points:

1. whether RESPONDENT'S REPLY TO DI RECTOR S REPLY, received by the
Pat ent and Trademark Office on August 31, 1992, was considered in
rendering the decision of Septenber 10, 1992;

2. whether Gokee's qualifications were inproperly raised in making
t he decision of Septenber 10, 1992;

3. whether the opinion in support of the decision of Septenber 10,
1992, inproperly nade a reference to respondent "convincing" Tl to hire
hi m and

4. whether the ALJ's decision and the Conmi ssioner's decision
shoul d be publi shed.

Di scussi on

RESPONDENT' S REPLY TO DI RECTOR' S REPLY was part of the file, and was
considered at the tine the decision was rendered on Septenber 10, 1992.
None of the arguments presented in RESPONDENT' S REPLY, however, were
per suasi ve

It is a fact that respondent did not establish in the record Gokee's
precise qualifications to render opinions. It is also a fact that
respondent accepted enploynent with Tl during the |ast two weeks of
February in 1989. It is a further fact that respondent engaged in
unpr of essi onal conduct in the sane general tinme franme that respondent
accepted enploynment with TI. Thus, respondent was able to | ook after
his own interests (obtaining a job) while at the sanme general tine
ignore the interests of his clients (the unprofessional conduct). Even
assum ng that Cokee is qualified to give an opinion on respondent's
behavi or and al coholismin general, his letters of January 10, 1992,
and January 21, 1992, fail to nake out a clear and convincing case that
respondent did not knowin the late 1988 to early 1989 tine franme that
hi s unprof essi onal conduct was wong. Wether one views the nmatter as
respondent being able to "convince" Tl to hire himor as respondent
sinmply being hired is irrelevant. The fact is that, on this record,
respondent essentially simnultaneously sought enploynent and committed
unpr of essional acts. Under the facts of this case, and based on the
material placed in the record before the ALJ by respondent, it cannot
be said that alcoholism or the Gokee letters, should totally excuse
respondent's unprofessional acts or that respondent has shown that the
ALJ erred in entering his decision. Gokee's letters do not
conprehensively or specifically discuss respondent's sinultaneous
unpr of essi onal conduct and success in seeking enpl oynment.

*12 The request for reconsideration repeats the argunent presented in
the appeal that the decisions in this case should not be published. The



request, therefore, presents no justification for nodifying the opinion
of Septenber 10, 1992, with regard to publication

Deci si on

For the foregoing reasons, respondent's request for reconsideration
i s deni ed.

O der
Upon consideration of the entire record, it is

ORDERED t hat effective Novenber 13, 1992, respondent, B. Peter
Bar ndt, of Plano, Texas, is hereby suspended from practice before the
Pat ent and Trademark Office for a period of five (5) years, and it is

FURTHER ORDERED t hat execution of the |ast four (4) years of the
peri od of suspension is suspended provided that during that |ast four
(4) years respondent shall performall patent associated work under the
supervi sion of his nanmed supervisor and that respondent commits no
further violations of the PTO Code of Professional Responsibility, and
it is

FURTHER ORDERED t hat the menorandum opi ni on and order of Septenber
10, 1992, this nenorandum and opini on on reconsi deration, and the
initial decision of the ALJ, be published and that an appropriate
notice appear in the Oficial Gazette.

Notice of Restriction on Activities of Suspended Practitioner

Respondent's attention is again directed to 37 CFR § 10.158 (1991)
concerning the restrictions on a practitioner suspended from practice
bef ore PTO

Appeal Rights

Respondent is entitled to seek judicial review on the record in the
U.S. District Court for the District of Colunbia under 35 U S.C. § 32
and Local Rule 213 of the U S. District Court for the District of
Columbia within thirty (30) days of the date of entry of this
menor andum opi ni on and order on reconsideration

FN1. 37 CFR § 10.156(c) (1991).
27 U.S.P.Q 2d 1749
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