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On Petition

Conusa Corporation has petitioned the Comm ssioner to reviewthe
denial of its Section 8 declaration of nonuse and direct acceptance of
the declaration. 37 CF.R 8 8§ 2.146 and 2.165(b), provide authority
for the requested review

Fact s

The above registration i ssued on Septenber 3, 1985 for the mark TREX
for "candy suckers on a stick, chewi ng gum and bubble gum"™ Pursuant
to Section 8 of the Trademark Act, 15 U.S.C. § 1058, registrant was
required to file, between Septenber 3, 1990 and Septenber 3, 1991, an
affidavit (or declaration) either (1) attesting to continued use of the
mark in commerce, or (2) admitting nonuse and expl aining the
ci rcunmst ances whi ch nade nonuse excusabl e.

Septenber 3, 1991, petitioner filed, pursuant to Section 8 of the
Trademark Act, a declaration of nonuse of the mark. The identification
of any goods or services was omitted. The follow ng reasons were stated
for excusing nonuse:

(1) Registrant had previously used the mark in comerce in the USA,
but due to unforeseen comrercial circunstances, such use subsequently
ceased.

(2) Registrant has never ceased using the mark and has no intention
to abandon sane.

(3) Registrant hopes to be able to market its products within the
very near future in the United States.

(4) Registrant used the mark in Israel, Spain and Portugal and
sanpl e packagi ng showi ng the use in these countries are attached.

By letter dated Decenber 24, 1991, the affidavit/renewal exan ner
advi sed petitioner that acceptance of the declaration was withheld
because the identification of goods was omitted. Since the statutory
period for filing the declaration had expired, petitioner was notified
that the registration would be cancell ed.



On May 8, 1992, petitioner responded by arguing that "neither the
statute nor the trademark rules require that Section 8 Affidavits of
Non-Use recite a statenent of goods. Trademark Rule 2.162(f), which
pertains to Affidavits of Non-Use requires that registrant recite facts
whi ch support the reasons for non-use."

By letter dated June 9, 1992, the affidavit/renewal exam ner
reiterated that the goods nust be listed in a Section 8 affidavit (or
decl aration), even though the mark is not in use in comerce, and that
since the statutory period has expired, the registration would be
cancel l ed. Moreover, the affidavit/renewal exam ner stated that
"[d] ecreased demand for the product or services and its resultant
wi thdrawal fromthe market does not constitute special circunstances
whi ch excuse the nonuse within either the letter or the spirit of the
statute." [FN1]

*2 Petitioner filed its petition on August 7, 1992.

Deci si on

1. Om ssion of Goods

Section 8 of the Trademark Act in part states:

The registration of any mark under the provisions of this Act shal
be cancell ed by the Comn ssioner at the end of six years following its
date, unless within one year next preceding the expiration of such six
years the registrant shall file in the Patent and Trademark O fice an
affidavit setting forth those goods or services recited in the
registration on or in connection with which the mark is in use in
commerce and attaching to the affidavit a specinmen or facsimle show ng
current use of the mark, or showi ng that any nonuse is due to specia
ci rcunst ances whi ch excuse such nonuse and is not due to any intention
to abandon the mark...

(enphasi s added)

The Trademark Law Revi sion Act of 1988 (the TLRA) amended the
requi renments for the content of an affidavit (or declaration) of use
under Section 8. The new provision, recited above, expressly requires
that an affidavit (or declaration) of use identify the specific goods
or services on or in connection with which the mark is in use in
commer ce. However, the new provision was not changed with respect to an
affidavit (or declaration) of nonuse and, hence, still does not
expressly require a recitation of goods when putting forth a showi ng of
excusabl e nonuse. The | egislative history of the TLRA does not indicate
whet her the Congress intended that there be a requirement that Section
8 affidavits (or declarations) of nonuse state the goods or services
for which nonuse applies.

Trademark Rule 2.162(e) concerning use affidavits (and decl arations)
and Trademark Rule 2.162(f) concerning nonuse affidavits (and
decl arations) also do not contain consistent |anguage. Wile Trademark
Rul e 2.162(e) expressly requires a "list the goods or services recited
in the registration on or in connection with which the mark is in use

in comrerce ...," Trademark Rule 2.162(f) does not contain the sane



express requirenment, but instead, is worded as foll ows:

If the registered mark is not in use in comrerce on or in
connection with the goods or services recited in the registration,
recite facts to show that nonuse as to those goods or services is due
to special circunstances which excuse such nonuse and is not due to any
intention to abandon the mark as to those goods or services. If the
facts recited are found insufficient, further evidence or explanation
may be submitted and considered even though filed after the sixth year
has expired...

However, Exam nation Guide 3-89 does require setting forth the goods
or services when asserting excusable nonuse in a Section 8 affidavit
(or declaration.) [FN2] Inasnmuch as this requirement fromthe Guide is
nore restrictive than requirementsexpressed in either the statute or
the Trademark Rules, the requirenment fromthe Guide will not be
foll owed. Hence, if the registrant elects to present an expl anation of
excusabl e nonuse, the affidavit (or declaration), as initially filed,
does not have to recite goods or services pertaining to the nonuse of
the mark in conmerce. [FN3] Thus, the fact that the Section 8
declaration in this instance failed to identify any goods recited in
the registration will not result in cancellation of the registration

2. Excusabl e Nonuse

*3 It has long been clear that a registrant allegi ng nonuse nust do
nore than verify its intention to resune use of the mark. Such a
regi strant must make a showing sufficient to satisfy both parts of the
test for excusable nonuse. This neans that, in addition to negating the
i nference that nonuse is due to an intention to abandon its mark, the
regi strant nust denonstrate that special circunstances excuse nonuse.
Ex parte Kelley-How Thonson Co., 118 USPQ 40 (Commir Pats. 1958).

Since "showi ng" inplies proof, nmerely stating that specia
ci rcunmst ances exist and there is no intention to abandon the mark is
not enough. Sufficient facts nust be set forth to denonstrate clearly
that nonuse is due to some special circunstance beyond a registrant's
control or "forced by outside causes.” In re Mormn Manufacturing Co.,
203 USPQ 712 (Commr Pats.1979). For example, compul sory nonuse
resulting froma governnment regulation, such as the prohibition against
the sale of |iquor, mght be excusable. Illness, fire or other
catastrophe could also result in tenporary nonuse which is excusable.
Trademar k Manual of Exam ning Procedure Section 1603.08. However,
ordi nary changes in social or econom c conditions, such as decreased
demand for a product, do not excuse nonuse. Ex parte Astra
Pharmaceuti cal Products, Inc., 118 USPQ 368 (Comm r Pats.1958); Ex
parte Denver Chemical Mg. Co., 118 USPQ 106 (Commir Pats.1958). In
fact, the Section 8 affidavit (or declaration) was designed to
elimnate fromthe Register those marks which are considered to be in
nonuse of this type.

The avernents contained in petitioner's Section 8 declaration are
insufficient to neet the burden of showi ng the existence of specia
ci rcunst ances excusi ng nonuse. First, petitioner states that the mark
had been previously used in the U S., but that use ceased due to
"unf oreseen comrercial circunstances.” However, no specific facts are



put forth concerning when and why use of the mark in conmerce ceased.
Simlarly, petitioner does not supply any facts about the efforts to
use the mark in comrerce and does not give any specific reasons why
efforts have been unsuccessful. Moreover, "unforeseen comrercia
circunstances" is not a special circunstance that excuses nonuse within
the nmeaning of the statute.

Second, the tenuous statenent that petitioner "hopes to be able to
mar ket its products within the very near future in the United States”
simlarly does not state any facts show ng excusabl e nonuse. For
exanpl e, petitioner does not indicate what steps are being taken to put
the mark back in use in commerce and when use of mark in comerce may
be expected to be resuned.

Finally, petitioner has not explained why the unspecified use of the
mark in Israel, Spain and Portugal has any bearing upon the issues of
nonuse and abandonnment of mark in conmerce that can be regul ated by the
Congr ess.

*4 Because petitioner has not shown that the nonuse is due to specia
ci rcumst ances whi ch excuse the nonuse, the refusal to accept the
Section 8 declaration was proper.

Accordingly, the petition is denied. The registration will remin
cancelled. The file will be forwarded to the Post Registration Section
for further action consistent with this decision.

FN1. Petitioner acknow edges understanding this ground for refusal
Footnote 1 of the petition states: "In the second official letter
mai |l ed on June 9, 1992, the Exam ner sets forth a new substantive
refusal for denying Registrant's Affidavit of Non-Use. She stated that
the reasons set forth for "non-use" did not constitute specia

ci rcunstances." Moreover, Section IV. of the petition (pages 6 and 7)
presents argunents against this ground for refusal

FN2. Exami nation Guide 3-89, titled "Inplenentation of the Trademark
Law Revi sion Act of 1988 and the Amended Rul es of Practice in Trademark
Cases, " issued as a supplenent to the Trademark Manual of Exam ning
Procedure and appeared in the Oficial Gazette on Novenber 21, 1989,
1108 TMOG 30. At page 52 the Guide states: "[I]f the registrant elects
to present an explanation of excusable nonuse, this explanation nust
also relate to specific goods or services. * * * |f the registrant
fails to provide ... a satisfactory explanation as to nonuse as to any
goods or services in the registration, those goods or services will be
cancelled fromthe registration. If the original affidavit of use fails
to specify the goods and services, the registrant may not amend the
affidavit to correct this om ssion after the expiration of the period
during which the affidavit is due."

FN3. However, the affidavit/renewal exam ner may require a
clarification of those goods or services for which excusabl e nonuse is
asserted. This clarification may be provided after the sixth year of
regi stration.
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