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Condi al Corporation has petitioned the Comm ssioner to reverse the
deni al of Request for Extension of Tinme to File a Statenment of Use in
connection with the above identified application. Trademark Rul es
2.89(g) and 2.146(a)(3) provide authority for the requested review

On August 11, 1992, petitioner tinely filed its first Request for
Extension of Tine to File a Statement of Use. The extension request was
approved, affording petitioner the opportunity to file a Statenent of
Use, or second request for an extension of time to file a Statenment of
Use, within twelve nmonths fromthe nailing date of the Notice of
Al | owance. Petitioner filed a second extension request on February 16,
1993.

In an O fice action dated March 30, 1993, the Paral egal Specialist in
the ITU Divisional Unit denied the extension request because it did not
i nclude a showi ng of good cause, as required by Trademark Act Section
1(d)(2), 15 U.S.C. Section 1051(d)(2), and Trademark Rule 2.89(b)(4),
37 CF.R 8§ 2.89(b)(4). Petitioner was advised that, since the period
of time within which to file an acceptabl e extension request or
St atenent of Use had expired, the application would be abandoned i n due
course. This petition foll owed.

In its petition, Applicant asserts that neither the Lanham Act nor
the Trademark Rules requires the applicant to state with specificity
the type of ongoing efforts being nmade to use a mark. Therefore, the
statement contained in applicant's second request for extension of tine
to file a statement of use that "Applicant has nmade ongoing efforts to
use the mark" should, in and of itself, be sufficient.

Section 1(d)(2) of the Act and Trademark Rule 2.89(b)(4) require that

a second extension request include a showi ng of good cause, in addition
to the allegation of a continued bona fide intention to use the mark in
commerce. Trademark Rule 2.89(d)(2) further explains the nature of
"good cause," as follows:

The showi ng required by paragraph (b)(4) of this section mnust
i ncl ude:

(2) A statenent of applicant's ongoing efforts to make use of the



mark in commerce on or in connection with each of the goods or services
specified in the verified statenent of continued bona fide intention to
use required under paragraph (b) of this section. Those efforts may

i nclude, without limtation, product or service research or

devel opnent, market research, manufacturing activities, pronotiona
activities, steps to acquire distributors, steps to obtain required
governnment al approval, or other simlar activities. In the alternative,
a satisfactory explanation for the failure to make such efforts nust be
subm tted.

*2 It is noted that the Rule requires "[a] statenent of applicant's
ongoi ng efforts”™ not "a statenent that applicant is making ongoi ng
efforts.” In fact, the Trademark Manual of Exami ni ng Procedure
specifically explains that "[a] nmere assertion that the applicant is
engaged in ongoing efforts is not sufficient; the efforts nust be
specified. TMEP § 1105.05(d)(ii). [FN1]

Since petitioner's extension request nerely set forth a statenent
that it had made ongoing efforts but did not specify any type(s) of
ongoi ng efforts that were actually being made, the extension request
did not include a showi ng of good cause, and it was properly denied.
The requirenent to assert a showi ng of good cause in an extension
request is a statutory requirenent that cannot be waived by the
Commi ssioner. Inre Twin Cities Public Television, Inc., 25 U S P.Q 2d
1535 (Commir Pats. 1992).

Furthernore, even if the requirenent to assert a show ng of good
cause were not statutory, the circunmstances presented here do not
justify a waiver of the rules. Trademark Rules 2.146(a)(5) and 2. 148
pernmit the Conmi ssioner to waive any provision of the Rules which is
not a provision of the statute, where an extraordinary situation exists
justice requires and no other party is injured thereby. Al three
conditions nust be satisfied before a waiver is granted. Counsel's
m sinterpretation of the rules does not constitute an extraordi nary
situation.

The petition is denied. The application is abandoned.

FN1. "TMEP" refers to the Trademark Manual of Exam ning Procedure (2nd
Edition, 1993), which is available by subscription fromthe
Superi nt endent of Docunents, United States Governnent Printing Ofice,
Cust oner Service Section SSOS, Washington, D.C 20402 (Stock Nunber
903- 010-00000-2) for $19.00 ($23.75 for foreign mailing). Although the
second edition of the TMEP was not published until June of 1993, nonths
after the pertinent events occurred, a simlar explanation was clearly
set forth in Exam nation Guide 3-89: Inplenentation of the Tradenmark
Law Revi sion Act of 1988 and the amended Rul es of Practice in Trademark
Cases, issued as a supplenent to the Trademark Manual of Exam nation
Procedure (TMEP), Revision 7, and published in the Oficial Gazette on
Oct ober 11, 1989, 1110 TMOG 465.
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