Commi ssi oner of Patents and Trademarks
Patent and Trademark O fice (P.T.QO)

RE: TRADEMARK REG STRATI ON OF ERI C DARNELL
93- 199
Sept enber 30, 1993
*1 Petition Filed: My 20, 1993

For: M scel |l aneous Desi gn
Regi stration No. 1,395,408
| ssued: May 27, 1986:

Robert M Anderson

Acting Assistant Conmi ssioner for Trademarks

On Petition

Eric Darnell has petitioned the Conmi ssioner to reverse the
Affidavit-Renewal Exam ner's refusal to accept a Section 8 affidavit
filed in connection with the above identified registration. Trademark
Rul es 2.146(a)(2) and 2.165(b) provide authority for the requested
revi ew

The above registration issued May 27, 1986 on the Suppl enenta
Regi ster for a mark consisting of "a boomerang configuration with
flared wing tips." Pursuant to Section 8 of the Trademark Act, 15
US. C 8§ 1058, registrant was required to file an affidavit or
decl arati on of continued use or excusabl e nonuse between the fifth and
sixth year after the registration date, i.e., between May 27, 1991 and
May 27, 1992.

On May 27, 1992, petitioner filed a declaration of continued use of
the mark, together with a specinen of current use of the mark. The
regi stered mark and the mark shown on the specinmen are set forth bel ow
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Registered Mark Mark Shown On Specimen

In an O fice action dated August 31, 1992, the Affidavit-Renewa
Exam ner notified petitioner that acceptance of the affidavit was



wi t hhel d because the specinmen did not show use of the mark shown in the
regi stration. On Septenber 30, 1992, petitioner filed a request for
reconsi deration, arguing that the specinmen filed with the declaration
did show use of the mark in the registration. The Exam ner denied the
request for reconsideration in an O fice action dated Novenber 17,

1992.

Petitioner filed a substitute speci men on Decenber 23, 1992. In an
O fice action dated February 5, 1993, the Exam ner advised petitioner
that the substitute specinmen could not be considered because it was
filed after expiration of the sixth year follow ng the date of
registration. This petition was filed May 20, 1993.

Deci si on

Trademark Rule 2.146(a)(3) permits the Conm ssioner to invoke
supervi sory authority in appropriate circunmstances. However, the
Commi ssioner will reverse the action of an Exami ner only where there
has been a clear error or abuse of discretion. In re Richards-W]I cox
Manuf acturing Co., 181 USPQ 735 (Commir Pats.1974); Ex parte Peerless
Confection Conpany, 142 USPQ 278 (Commir Pats.1964). No clear error or
abuse of discretion has occurred in the instant case.

Section 8 of the Trademark Act, 15 U.S.C. &8 1058, provides, in part:
[Tl he registration of any mark under the provisions of this Act

shall be cancelled by the Comm ssioner at the end of six years
following its date, unless within one year next preceding the
expiration of such six years the registrant shall file in the Patent
and Trademark Office an affidavit setting forth those goods or services
recited in the registration on or in connection with which the mark is
in use in commerce and attaching to the affidavit a specinen or
facsim|le showing current use of the mark ... (enphasis added). [FN1i]

*2 Trademark Rule 2.162(e), 37 CF.R &8 2.162(e), requires that the
af fidavit:

[s]tate that the registered mark is in use in comerce, list the
goods or services recited in the registration on or in connection with
which the mark is in use in comerce, and specify the nature of such
comrerce ... The statenent nust be acconpani ed by a speci men or
facsimle, for each class of goods or services, showi ng current use of
the mark. If the specinen or facsinmle is found to be deficient, a
substitute specinen or facsimle nmay be subnmtted and consi dered even
though filed after the sixth year has expired, provided it is supported
by an affidavit or declaration pursuant to § 2.20 verifying that the
specimen or facsimle was in use in comerce prior to the expiration of
the sixth year (enphasis added)."

Because the statute requires that a specinmen or facsimle show ng
current use of the mark be filed within the prescribed period, an
om ssion of the required speci nen cannot be cured after expiration of
the sixth year. Trademark Manual of Exam ning Procedure (2nd ed. 1993)
8§ 1603.08.

Pursuant to Trademark Rule 2.162(e), a registrant who has subnmtted a
deficient specimen with a Section 8 affidavit may cure the deficiency



after the sixth year has expired. For exanple, a registrant who submits
an advertisenment as a specinmen of trademark usage of a mark for goods
may cure the deficiency after the sixth year has expired, as long as
the adverti sement pertained to the same goods recited in the
registration. Inre Brittains Tullis Russell, Inc., 23 U S.P.Q 2d 1457
(Commir Pats.1992). However, a speci nen showi ng use of the mark on or
in connection with different goods or services cannot be cured after
expiration of the sixth year. Inre City Holdings, Inc., --- US. P.Q2d
---- (Commir Pats.1993); In re Metrotech, --- U S.P.Q2d ---- (Commir
Pats. 1993) (copies attached).

Nor can a specinen that shows use of a different or materially
altered mark be cured after expiration of the sixth year. Because
Section 8 of the Act and Trademark Rule 2.162(e) require the filing,
within the statutory filing period, of a specinen showi ng current use
of "the mark," a specinen showing use of a different mark is, in
effect, an omi ssion of a speci nen showi ng use of the registered mark.

In this case, the mark in the registration consists of a two-arned,
boonmer ang shaped object with wing tips that are curved and flared
outwardly whereas the mark on the specimen filed with the declaration
consists of a three-arnmed, propeller shaped object with wing tips that
are sem -circular and symmetrical. The overall inpressions of the two
configurations are dramatically different. Accordingly, the Affidavit-
Renewal Exam ner reasonably concluded that petitioner had not subnitted
a specinen of current use of the registered mark prior to the
expiration of the sixth year following the registration date.

*3 Having determ ned that the specinen filed within the sixth year
evi denced use of a mark that differed materially fromthe registered
mar k, the Examiner did not err or abuse her discretion in refusing to
consider the substitute specinen filed after the sixth year had
expired.

The petition is denied. The registration will be cancelled in due
cour se.

FN1. Petitioner contends that Section 8 of the Act requires only a
"showi ng," and not a specinen, of current use of the mark. Prior to the
Trademar k Law Revi sion Act of 1988, inplenented on Novenber 16, 1989,
Section 8 contained no express requirenent that the affidavit include a
speci men of current use. However, effective Novermber 16, 1989, Section
8 was anended to add a requirenent that the affidavit include a
"specinmen or facsimle showi ng current use of the mark."

33 U S.P.Q2d 1372
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