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GTE Education Services has petitioned the Commi ssioner to reverse the
Exami ning Attorney's action holding the above application to be
abandoned for failure to file a proper response to an O fice Action
Trademark Rule 2.146(a)(3) provides authority for the requested review

FACTS

The subject application was filed on Novenmber 28, 1990, for
"educational services, nanely electronic bulletin boards, databases,
conferenci ng systems and network services."” In an Ofice Action dated
March 25, 1991, the Exami ning Attorney indicated that, anong other
things, the application identified services that spanned three
International Classes and that the specinmens did not support
"educational services" in International Class 41.

Petitioner tinely responded to the Ofice Action by, anmong ot her
things, submitting fees for two additional classes. No substitute
speci nens were submtted for the Class 41 services, although Petitioner
stated that "[a] diligent search is in progress to |locate suitable

speci mens which will be provided to the Trademarks [sic] O fice upon
| ocating. Concurrently, Applicant is endeavoring to ascertain the dates
of first use for the additional classes and will provide this

information with its further subm ssion."

In a letter dated January 13, 1992, the Examining Attorney held the
speci men refusal final, and al so nade the requirement for clarification
of the recitation of services in Class 41 final. [FN1] On July 13,

1992, Petitioner submitted substitute verified specinens for Class 41,
and also clarified the wording of the services in this class.

On August 26, 1992, the Examining Attorney, construing the July 13,
1992, response as a request for reconsideration of the final refusa
i ssued in January of 1992, accepted the amendnent to the recitation of
services, and indicated the follow ng:
In a reference to the substitute specinmens, the request for



reconsi deration is DENIED. The FINAL requirenent for substitute
specimens ... is continued for the reasons stated previously as well as
t hose set forth bel ow.

Applicant's recitation is for educational services. Educationa
services are considered activities involving the provision of courses,

wor kshops, and the like in specified fields.... Applicant's speci nens
of record clearly indicate the services are on |ine conputer
services.... There is no indication that applicant conducts training

wor kshops, classes or advises. Therefore, the specinmens of record do
not show use of the mark in reference to the specified services.

The application was decl ared abandoned on June 2, 1993, with an
effecti ve abandonnent date of July 14, 1992, for failure to respond to
the final Ofice Action dated January 13, 1993, within six nonths of
the mailing date. This petition followed.

*2 Petitioner argues that it responded to the final Ofice Action by
submtting a response within the six-nonth period on July 13, 1993, and
t hus the abandonment was in error in should be wthdrawn. [FN2]

DECI SI ON

Trademark Rule 2.146(a)(3) permits the Conm ssioner to invoke his
supervi sory authority in appropriate circunmstances. However, the
Conmmi ssioner will reverse the action of an Examining Attorney only
where there has been a clear error or abuse of discretion. Inre
Ri chards- W I cox Manufacturing Co., 181 USPQ 735 (Comm r Pats. 1974); EXx
parte Peerless Confection Co., 142 USPQ 278 (Commr Pats.1964). No
clear error or abuse of discretion has occurred in the instant case.

Trademark Rule 2.64(a) states that an applicant's response to a fina
Office Action is limted to either (1) an appeal to the Trademark Tria
and Appeal Board (Board), (2) conpliance with any requirenent, or (3) a
petition to the Commissioner, if permitted by Trademark Rule 2.63(b).
According to Trademark Rule 2.64(b), an applicant nay request
reconsi deration after final action within the tinme period for response,
however, this will not stay the tine for filing an appeal to the Board.
[FN3] If the request for reconsideration is not persuasive, and the
time for appeal has passed, the application is abandoned. TMEP §

1105. 04(f)

Any paper filed after final action containing new amendnments, new
evi dence or new argunents is construed as a request for
reconsi deration. TMEP § 1110. Sections 11105.04(f) and 1110 of the
Trademar Kk Manual of Exam ning Procedure (TMEP) explain the procedure to
be foll owed by an Exami ning Attorney when a request for reconsideration
is filed after a final refusal has issued. Generally, where an
Appl i cant presents amendnents, evidence or arguments which fail to
rai se any new i ssue or which are not significantly different from
previously submitted nmaterial, an Exami ning Attorney should deny the
request, maintain any final refusals and requirenments, and advise the
Applicant of the status of the case, e.g., whether the application is
abandoned, or being sent to the Board for institution of an ex parte
appeal. If no new issue or evidence is presented in the request, no
noti ce of appeal has been tinely filed, and the six nonth period to



respond to the final action has expired, then the application will be
deenmed abandoned. [ FN4]

In the present case, the Exam ning Attorney properly determ ned that
no new i ssue had been raised, "denied" the request and "conti nued" the
final refusal due to inadequate specinens for Class 41, because the
substitute specinens subnmtted with the request were deficient for the
same reason as the original specinens. [FN5] No six nonth response
cl ause appeared in the Ofice Action. Although anupdate of the status
of the application was onmitted fromthe denial of the request, the
Applicant was on notice that the application would abandon inasnuch as
no appeal was filed during the specified tinme period after issuance of
the final action. See Trademark Rules 2.64(b) and 2.142(a).

*3 Thus the Examining Attorney substantially conplied with the
establ i shed exam ning procedure outlined in the TMEP for requests for
reconsideration in this instance, and no clear error or abuse of
di scretion can be said to have occurred.

Accordingly, the petition is denied. The application will remain
abandoned.

FN1. There was no nention in the final refusal of the requirenent that
applicant submt verified dates of use for the three classes.

FN2. It is unclear fromthe petition whether Petitioner received the
August 26, 1992 O fice Action which maintained the final requirenent
for substitute specinens.

FN3. An appeal to the Trademark Trial and Appeal Board from an
Exam ning Attorney's final action nust be filed within six nonths from
the date of the final action. 37 CF. R § 2.142(a).

FN4. The procedure set forth in the TMEP for requests for

reconsi deration above is somewhat inconsistent with actual trademark
exam ni ng practice. Although both TMEP sections insist that a request
for reconsideration is a filing that is either "granted" or "denied" by
an Examining Attorney. In all cases it appears that a request is
"granted," i.e., the evidence contained therein is always revi ewed by
the Examining Attorney so long as the request is tinely filed. The only
i ssue in question is whether or not, after review ng the evidence or
argunments subnmitted in the request, the Exami ning Attorney will restate
the final refusal with the sane six nonth response period in place, or
withdraw the finality and i ssue a new action, with a new response

peri od (because a new i ssue has been raised). These two TMEP sections
are currently under review for the next revision of the TMEP

FN5. Although the Exanining Attorney used the rather amnbi guous term
"continued" to refer to the nmintaining of the final specinmen refusal
there is no doubt that this wording was intended to informthe
Petitioner that the final refusal was being adhered to and that the
substitute specimens were still unacceptable.
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