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J. Shin Conpany Inc., d/b/a Village Toys, has petitioned the
Commi ssi oner pursuant to 37 CF.R 8 2.146 to reverse a decision
denying a letter of protest filed by petitioner against the above-
identified application.

A review of the record reveals that applicant Karen Pohn filed the
subj ect application on March 6, 1986 for the trademark POP BEADS and
Design for 'jewelry beads'. On April 30, 1986, by Exam ner's Anmendnent,

the identification of goods was changed to 'costune jewel ry beads nade
of plastic'. The notation was nade that the mark was 'not used anywhere
by the foreign manufacturer as owner of the mark'. The mark was

t her eupon approved for publication, and was published on July 15, 1986.

On Sept enber filed a

time to oppose.

15, 1986, petitioner
[ FN1]

The reason given was that

request for an extension of
additional time was

required to investigate the matter to determine if an opposition were

warranted, to allow for
counsel

opposed this request, stating 'it

communi cation between petitioner
and to prepare the necessary opposition papers.
is believed that

and its
Appl i cant
petitioner is

del i berately del aying issuance of the registration in hopes of avoiding

infringenment litigation, since it

is presently believed that

petitioner



is an infringer'.

The Board granted petitioner's request, and the tine for filing a
noti ce of opposition was extended to Cctober 14, 1986. On Cctober 14,
1986 petitioner filed a third request for an extension of tinme to
Novenber 12, 1986, stating that applicant had recently filed a civi
action against petitioner and petitioner needed the additional time to
assess the pleadings as they mght affect its position in the potentia
opposition. The Board granted this request, and extended the tinme to
file a notice of opposition to Novenber 12, 1986.

On Novenber 19, 1986 petitioner again filed a request for an
extension of time. This request was filed one week after its extension
of tinme to oppose expired on Novermber 12, 1986. In the further request,
petitioner stated that it had called the Trademark Trial and Appea
Board on Novenber 13, 1986 to explain that the extension to the
Novenmber 12, 1986 it had requested was in error, and that in conputing
two additional 30-day tinme periods fromthe September 15 date granted
by the Board its actual extension should have been to Novenber 14,
1986. The Board nenber stated that the 120-day period expired on
Novenber 12. [FN2] Accordingly, petitioner acconpanied its late filed
request for an extension with a notice of opposition and requested that
the 120-day period be extended in view of an extraordi nary situation
On Decenber 4, 1986 the Board confirnmed that it had granted the
extension to Novenber 12 and not beyond the 120-day period provi ded by
Rul e 2.102(c). Further, because the request for a further extension
filed on Novenber 19 was not filed within any extension of tine
previously granted, there was no statutory authority for granting that
request or for acceptingthe notice of opposition filed on the sane
dat e.

*2 Contenporaneously with the late filed request for a further
extension filed on Novenber 19, petitioner filed a Letter of Protest
directed to the attention of the Office of the Director of the
Trademar k Examining Operation. In this letter, petitioner argued that
the Examining Attorney had comrited clear error in approving the mark
for publication. Petitioner took issue with the thoroughness of the
Attorney's exam nation of the application. Petitioner also pointed out
that it had a pending application for a simlar mark which had been
refused by another Exam ning Attorney 'because the matter presented
appears to be the nane of the goods,' and that O fice action had
i ncluded several excerpts froma Lexis/Nexis search which supported
this refusal. Petitioner stated in its letter that the Exam ning
Attorneys for both the petitioner's and applicant's applications were
aware of the close connection and inter-relationship of the
applications. Petitioner also took issue with the Exami ning Attorney's
decision not to require a disclainmer of any terns in the applicant's
mar K.

On Decenber 18, 1986 petitioner filed another Letter of Protest,
directed to the Deputy Assistant Comm ssioner for Trademarks. This
Letter contained nmaterial froma fashion dictionary and fromthe
Lexi s/ Nexi s data base, which was for the purpose of show ng the
descriptive nature of POP BEADS, and copies of a transcript of a
deposition of the applicant taken pursuant to a civil action between
petitioner and applicant. The transcript dealt with applicant's
adoption and use of the mark.



On February 24, 1987 the Petitions and Cl assification Attorney, to
whom aut hority had been del egated by the Deputy Assistant Conm ssioner
for Trademarks, declined on the basis of the Letter of Protest to
request that the Assistant Comm ssioner for Trademarks restore
jurisdiction of the application to the Exanmi ning Attorney. Two reasons
were given for the decision not to forward the Letter of Protest to the
Exam ning Attorney: The Letter did not set forth facts which m ght
ot herwi se not cone to the attention of the Examining Attorney, and the
Letter of Protest was not tinely filed. On the first point the
Petitions and Classification Attorney added that Letters of Protest are
not given to Exam ning Attorneys when they are nerely adversary
argunents to the effect that registration should be refused, or when
they contain assertions that have to be supported by evi dence best
of fered during an inter partes proceeding. On the tineliness issue, he
noted that the Letter was filed after petitioner had failed to
institute an opposition proceeding within the tine allowed by Statute,
and pointed out that the Letter of Protest procedure was not
established to be a substitute for an opposition proceeding, or to
rectify situations where a potential opposer had initiated a proceedi ng
by filing requests for extensions of tine to oppose and then mi ssed the
date to file an opposition.

The subject petition was then filed. The Director of the Exam ning
Operation, and through himthe Petitions and Cl assification Attorney,
has broad discretion in determ ning whether the information contained
in the Letter of Protest would be useful in the exam nation of an
application or, after publication of the mark, whether the information
presented shows that the publication constituted clear error. The
standard for review of the decisions on Letters of Protest is whether
the Petitions and Classification Attorney clearly abused this broad
di scretion.

*3 Petitioner takes the position that the Letter contained facts
whi ch ot herwi se woul d not have cone to the Exam ning Attorney's
attention, arguing that the Exam ning Attorney did not devel op the
various references submitted by petitioner 'although such references
were available [to the Exami ner] sinply by conducting her own
Lexi s/ Nexi s search' and that these same references were found by
anot her Exam ning Attorney and used to support a refusal of
petitioner's applications.

Petitioner appears to have a basic m sconception about the purpose of
the Letter of Protest. The procedure was adopted by the Patent and
Trademark Office because it was recognized that the Exam ning Operation
did not have the same resources and expertise as those who worked in or
were involved with the particular business in connection with which a
trademark or service mark application mght be filed. Accordingly, the
O fice created a procedure by which those in the trade could bring to
the attention of the Office informati on which m ght be unavailable to
the Examining Attorney but which woul d be useful in the exam nation of
a particular application.

By the statenments petitioner has made in its Letter of Protest and
its Petition, it is clear that the information sought to be conveyed
with the Letter of Protest was available to the Exami ning Attorney. The
material was in the LEXIS/NEXI S data base, which is accessible in the



library of the Trademark Exam ning Operation. The fact that this
material was cited by another Exam ning Attorney in connection wth
petitioner's applications denpnstrates it was readily avail able, and
did not require the aid of the Letter of Protest procedure for it to be
made known to the Exam ning Attorney.

It is clear that one of the primary purposes of petitioner's Letter
of Protest was to show its disagreement with the Exam ning Attorney's
exam nation of the subject application, rather than to bring
information to her attention. This is made mani fest in such statenents
fromthe Letter of Protest as:

" Apparently, no Lexis/Nexis search was conducted, and no
consi deration of the requirenment of a disclainmer even of the word
' beads' --was nmade by the Exanmining Attorney. Instead, the application
was al |l owed and passed to publication virtually w thout substantive
review ;

"Clearly, then, the Examining Division, as well as the respective
Exam ning Attorneys in both the Shin [petitioner] application and the
Pohn [applicant] application were aware of the close connection and
inter-relationship of these two applications';

' the Exam ning Attorney in the above-identified application
obvi ously did not adequately exam ne or review that application before
allowing it'; and

"At minimum a requirenent for disclainmer of 'pop beads' apart from
the mark as shown is in order '

In response to the objection that the Letter of Protest was not
timely filed, petitioner argues only that if the Examining Attorney had
conducted a Lexis/Nexis search the application would not have been
al  owed and an opposition would not have been necessary. Again
petitioner's argunment goes to its disagreenent with the exam nation
conducted by the Exam ning Attorney, and does not respond to the
Office's position about when a Letter of Protest is considered
untinmely.

*4 A decision as to the tineliness of a Letter of Protest nust be
made in the context of the purpose of such a Letter. As indicated
above, the primary purpose of the Letter is to aid the Exam ning
Attorney in the exami nation of an application. Therefore, it is
expected that nost such Letters will be filed while applications are
still in the exam nation stage, and before they are approved for
publication. However, the Ofice recognizes that sone parties who may
have information bearing on the registrability of a mark will not be
aware of an application until it is published for opposition. This is
particularly true with the current pendency goals for exam nation, with
applications being approved for publication in as little as three
mont hs. Because of this, Letters of Protest may be filed under certain
conditions after publication. See TMEP § 1503.02.

The tineliness of the Letter of Protest is determined in light of al
the circunstances of the particular case. It is recognized that the
Letter of Protest procedure has a potential for abuse, and that a party
could try to use the Letter of Protest as a means of delaying the
i ssuance of a registration. This can work a particular hardship on the
applicant, who has no know edge that the Letter has been filed, and has
no nmethod to respond to the Letter until jurisdiction over the
application is restored to the Exam ning Attorney, and registration is



refused. Accordingly, Letters of Protest will generally not be
considered tinmely if they are filed nore than 30 days after the mark is
publ i shed for opposition. Wiile, in special circunstances, there nmay be
exceptions to this general policy, such exceptions would normally be
limted to situations where the protestor could not earlier have
obtained the information provided in the Letter, or has required
additional tinme to gather relevant information for inclusion in the
Letter, such as evidence of descriptiveness.

However, Letters of Protest are not appropriate when the protestor's
purpose is nerely to delay the issuance of a registration, or to use it
as a substitute for opposition. Thus, a Letter of Protest will be
denied as untinely if the protestor has al ready enbarked on an
opposition by filing requests for extensions of tinme to oppose [FN3],
or if he is using the Letter of Protest because he has failed to file
an opposition. In the present situation, the Petitions and
Classification Attorney could reasonably conclude that the Letter of
Protest was untinely for both these reasons. As he stated in his
February 24, 1987 letter, 'the Letter of Protest procedure has not been
established to rectify situations where a potential opposer had
initiated a proceeding in terns of filing requests for extensions of
time to oppose and missed the date to file an opposition.’

Petitioner also asks that, even if the Petitions and Cl assification
Attorney's decision is found to be correct, the Letter of Protest
policy as followed by the Ofice be suspended so that petitioner's
Letter of Protest will be accepted. Petitioner has couched this request
interms of a waiving a rule pursuant to Rule 2.148, although he is
asking for the waiver of a policy set forth in the TMEP. Petitioner
argues that it will be harmed if the registration issues because the
regi stration can then be deposited with the U S. Custons Service, as a
result of which petitioner's goods nmay be seized and their inportation
del ayed whil e adm ni strative proceedi ngs take place. Wile the
Conmmi ssioner is not unm ndful of petitioner's concerns, petitioner has
not provi ded adequate reasons, or indeed any reasons, as to why it
del ayed so long in filing the Letter of Protest. If petitioner had
wanted to prevent applicant's mark fromissuing to registration, and
had adequate grounds for doing so, it had an adequate renmedy in the
form of an opposition proceeding. The fact that petitioner failed to
file atinely notice of opposition, and may suffer harmfromthis
failure, is not a sufficient reason for distorting the Letter of
Protest procedure to suit petitioner's needs.

*5 The petition is denied.

Petitioner asks that, if the petition is denied, it be granted a
brief period of tinme before the registration issues in order to pursue
any adm nistrative remedies it may have. Petitioner is advised that the
registration will not issue before July 14, 1987.

FN1. Although the paper is not in the file, it appears from applicant's
statements that petitioner tinely filed a first request for an
extension of tinme to oppose on August 14, 1986, and that the Septenber
15 request was a tinely and appropriate second request.



FN2. Trademark Rule 2.102(c) provides, in part: '. . . extensions of
time to file an opposition aggregating nore than 120 days fromthe date
of publication of the application will not be granted except upon (1) a
written consent or stipulation signed by the applicant or its
authorized representative, or (2) a witten request by the potentia
opposer or its authorized representative stating that the applicant or
its authorized representative has consented to the request, and

i ncl udi ng proof of service on the applicant or its authorized
representative, or (3) a showi ng of extraordinary circunstances, it
bei ng consi dered that a potential opposer has an adequate alternative
remedy by a petition for cancellation.'

FN3. Such a situation obviously differs fromone where the party files
a Letter of Protest within the 30 day publication period, and al so
requests an extension of time to file an opposition so that it can
preserve its ability to proceed with an opposition should the Letter of
Prot est be deni ed.
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