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On Request for Reconsideration

Met aux Precieux S. A Metal or has requested reconsideration of the
April 10, 1997 Conmi ssioner's decision affirm ng the Affidavit-Renewa
Exam ner's refusal to accept the Section 8 Affidavit filed in
connection with the above-referenced registration. The petition is
granted under Section 8 of the Trademark Act and Trademark Rul e 2. 146.

FACTS

Petitioner filed its Section 8 affidavit of continued use of the nmark
within the statutory period, including a speci nen of use. The speci nen
acconpanyi ng the Section 8 affidavit and the mark as it appears on the
registration certificate are shown bel ow.



Delta

# Y-DELTA ®

car-aard

Mark as registered Mark as shown on specimen

The issue on petition was whether Petitioner could provide an
accept abl e specimen of use after the close of the statutory period.
Citing In re Darnell, 33 USPQd 1372 (Commr Pats. 1993), the
Conmmi ssi oner denied the petition because speci nens showi ng use of a
different or materially-altered mark could not be cured after
expiration of the period for filing the Section 8 affidavit.
Specifically, the Comr ssioner noted that Section 8 of the Trademark
Act and Trademark Rule 2.162(e) required the filing, within the
statutory period, of a specinmen showi ng current use of the mark. A
speci men showi ng use of a different mark, the Comm ssioner stated, was,
in effect, omission of a specinen. Therefore, such a speci nen was not
merely "deficient" but omtted, and the om ssion could not be cured
after the expiration of the statutory period.

Section 8(a) of the Trademark Act, 15 U.S.C. § 1058(a) reads as
fol |l ows:

(a) Each certificate of registration shall remain in force for ten
years: Provided [enphasis in original], That the registration of any
mar k under the provisions of this Act shall be canceled by the
Conmi ssioner at the end of six years following its date, unless within
one year next preceding the expiration of such six years the registrant
shall file in the Patent and Trademark O fice an affidavit setting
forth those goods or services recited in the registration on or in
connection with which the mark is in use in commerce and attaching to
the affidavit a specinmen or facsimle showi ng current use of the mark
[ emphasi s added], or showi ng that any nonuse is due to specia
ci rcunst ances whi ch excuse such nonuse and is not due to any intention
to abandon the mark. Special notice of the requirenment for such
affidavit shall be attached to each certificate of registration

Thus, as long as the Registrant clains that its mark is still in use
in comrerce, Section 8 requires a specinmen or facsimle show ng current
use of the mark to be attached to the Section 8 affidavit.

ANALYSI S

*2 It has been the practice of the Ofice, in accordance with In re
Darnel |, supra, to deny petitions to accept new specinens filed after
the close of the statutory period for filing a Section 8 affidavit,
where the speci mens acconpanying the Section 8 affidavit showed a
materially different mark fromthe mark in the registration
certificate. Under the interpretation contained in Darnell, the Ofice
determi ned that if the specimen showi ng current use of the mark
denonstrated use that was so different fromthe mark as registered as
to constitute a naterial alteration of the mark, the specinen had, in



effect, been omtted. Therefore, since an explicit requirenent of the
statute, i.e., that a specinmen of current use acconpany the Section 8
affidavit, was not met, the omi ssion could not be cured after the

expiration of the statutory period for filing the Section 8 affidavit.

Trademark Rule 2.162(e), 37 C.F.R 8 2.162(e) reads, in pertinent
part, as foll ows:

If the specinmen or facsimile is found to be deficient, a substitute
speci men or facsimle nmay be submitted and consi dered, even though
filed after the sixth year has expired, provided it is supported by an
affidavit or declaration pursuant to 8 2.20 verifying that the specinen
or facsimle was in use in commerce prior to the expiration of the
si xth year. [Enphasis added. ]

In re Darnell defined a specinen as "deficient" if, for exanple, the
Regi strant submitted an adverti sement as a speci nen of trademark usage
of a mark for goods. Inre Brittains Tullis Russell, Inc., 23 USPQ@d
1457 (Commir Pats. 1992). Therefore, as long as the mark as registered
appeared on the specinmens, even if the specinmens were not of the
correct type to support use for the regi stered goods and/or services,

t he speci nens were considered "deficient” and thus curable.

The requirenent for subm ssion of an affidavit of continued use under
Section 8 of the Act serves the purpose of renoving fromthe register
mar ks that are no longer in use. Thus, if the mark is actually in use
and the required affidavit is filed, as the court in Morehouse
Manuf acturing Corp. v. J. Strickland & Co., 160 USPQ 715, 720 (C.C. P. A
1969) noted, "no public purpose is served by cancelling the
regi stration of a technically good trademark because of a m nor
technical defect in an affidavit.” Petitioner has submtted a
substitute specinmen identical to the mark in the registration
certificate, with a supporting declaration claimng that the speci nen
was in use during the sixth year of registration.

In this case, the mark shown on the specinmen filed with the Section 8
Affidavit is "DELTA" preceded by "V-". The mark on the registration
certificate is "DELTA" within a border that also contains a check mark
or a "V' extended on the left side. "DELTA" is the primary source
indicator in the mark. The "V-" on the specinen filed with the Section
8 affidavit, and check mark in the registration certificate are
somewhat simlar.

*3 Pursuant to 35 U S.C. § 6 and 37 C.F.R § 2.146(a)(3), the
Conmmi ssi oner may i nvoke supervisory authority in appropriate
ci rcunst ances. Because the mark on the specinmen contains "DELTA, " the
domi nant el enent of the mark, and because there are sinilarities
between the "V-" in the specinmen and the check mark on the registration
certificate, the Conmmi ssioner will determ ne that the specinen is
deficient, thus permtting subm ssion of a substitute specinen after
the statutory period.

In re Darnell Overrul ed

In re Darnell is overruled to the extent that it states that a
speci men that shows use of a different or materially altered mark may



[not] be cured after the sixth year of registration. Rather, the test
for whether a specinmen submtted during the statutory period is

consi dered "deficient"” and, therefore, correctable, is whether: (1) it
contai ns the dom nant portion of the registered mark; and (2) the

Regi strant can provide a speci nen showi ng the regi stered nark,
supported by a declaration that the specinen was in use in commerce
during the sixth year of registration

DECI SI ON

Upon further consideration, the petition is granted. The file will be
forwarded to the Post-Registration Division for consideration of
Regi strant's Section 8 affidavit.
(P.T.O)
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