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A. Background

Egbers et al.'s nultiple petition entitled 'Petition Under 37 CFR §
1.137(b) To Revive and Restore To Active Status a Re-exam nation
Proceeding 'Unitentionally Abandoned' and Petition Under 37 CFR §
1.137(a) To Revive and Restore To Active Status a Re-exam nation
Proceedi ng ' Unavoi dably Abandoned' Conbined with Petition Under 37 CFR
8§ 1.183 To Suspend the Rules So As To Enabl e the Conmi ssioner To Grant
the Relief Requested' (hereinafter 'the petition'), filed August 24,
1987, is before the Comm ssioner pursuant to a remand fromthe District
Court for the District of Colunbia in Theodor Groz & Ernst Bechert
Nadel fabrik KG v. Quigg, Civil Action No. 87-1340 (D.D.C.). Rather than
repeating the facts in this new petition, petitioner refers to
previously filed papers, including its Septenber 12, 1986, and January
21, 1987, petitions.

The facts leading up to the civil action are as foll ows:

On July 16, 1985, the PTO granted petitioner's(the patent owner's)
request, filed June 3, 1985, for reexam nation of its U S. Patent No.
4,452, 053.

A first Ofice action on the nerits was mail ed October 23, 1985,
setting a two-nonth period for response. After obtaining a one nonth
extension of tine, petitioner filed a tinmely response on January 24,
1986.

A second Ofice action, finally rejecting clains 1-17 under 35 U. S.C
8§ 103 and setting a two-nmonth period for response, was nailed on Apri
15, 1986.

On May 14, 1986, an interview was conducted between the exani ner and
petitioner's representatives, but no agreenent was reached.

On June 16, 1986 (certificate of mailing date: June 13, 1986),
previ ous counsel for petitioner submitted a thirty-two page response to



the final O fice action and a confirmation of the May 14 interview At
page 23 of the response, |ast paragraph, petitioner said that it "wll

shortly submt two additional declaration[s] . . . by engineers from
Terrot, of Stuttgart, and Meyer and Cie., of Tailfingen, both of the
Fed. Rep Germany.' In a footnote at the sane page, it was stated that a

petition for a one-nonth extension of tinme, with fee, was filed with
the response '"to provide tine for obtaining consideration of those

decl arations.' Accordingly, the response was acconpanied by a 'Petition
for Extension of Tinme,' wherein petitioner requested a one nonth
extension of tine until July 15, 1987, and a check for $56.

On June 25, 1986, the petition for an extension of tinme was dism ssed
by the group director because it apparently was filed under 37 CF. R §
1.136, which does not apply to reexam nations. See Manual of Patent
Exam ni ng Procedure (MPEP) § 2265. However, petitioner was advised
that since the first tinmely response to a final Ofice action in a
reexam nati on proceeding is considered a request for a one nonth
extension of time, the due date for a response to the April 14 Ofice
action was extended to July 15, 1986. Petitioner was al so rem nded that
extensions of time in reexam nations are governed by 37 CF. R §
1.550(c). This section states that a request for an extension of tine
in a reexam nation proceeding nmust be filed on or before the due date
for a response and that it will be granted only for sufficient cause
and for a reasonable tine.

*2 On July 14, 1986 (certificate of nmailing date: July 10, 1987),
petitioner tinely filed a five page suppl enentary response including
two decl arations.

However, in an advisory Ofice action nailed July 23, 1986, the
petitioner was advised by the exam ner that the response did not
overcone the final rejection. This advisory action when nailed did not
include a nmailing date and did not indicate the nunber of nonths in the
period for response to the April 14 O fice action.

Petitioner filed a petition for extension of time with a notice of
appeal on August 5, 1986 (certificate of mailing date: July 30, 1986).

On Septenber 4, 1986, the petition for an extension of time was
di sm ssed as untinely, the response period having already expired. On
Sept enber 8, 1986, the PTO nmiled petitioner a 'Notice of Intent to
| ssue Reexami nation Certificate' for failure to file a tinely notice of
appeal

On Septenber 19, 1986 (certificate of mmiling date: Septenber 12,
1986), petitioner filed a petition under 37 CF. R 8§ 1.183 (Rule 183)
seeking to have the Comm ssioner waive 37 CF.R §8 8§ 1.550(c) or (d)
so as to have the late notice of appeal treated as though tinely fil ed.
This petition was denied on Cctober 9, 1986.

On Decenber 16, 1986, Reexam nation Certificate No. Bl 4,452,053
i ssued, cancelling clains 1-17, all the clains in the patent.

On January 21, 1987, petitioner (now represented by present counsel)
filed a combined petition to rescind the reexam nation certificate and
to accept the notice of appeal as tinely filed. Petitioner supplenented
this petition on January 23 with an additional affidavit and on



February 26 with a term nal disclainmer.

This petition was denied on February 25, 1987. A petition for
reconsi deration, filed March 12, 1987, was denied on May 1, 1987.

The above-identified civil action was filed on May 19, 1987.

The petition which is now before the Conmi ssioner was filed in the
PTO on August 24, 1987, and raised for the first tine the question of
whet her a reexam nati on proceedi ng which was ternm nated due to a late
response to an Office action may be revived if the delay in responding
was either 'unavoi dable' or 'unintentional.’

On August 24, 1987, the Conm ssioner noved for remand of the case to
the PTO for consideration of this new argunment. This notion was granted
by the Court on August 31, 1987.

B. Petitioner's Notice of Appeal was filed after the end of the period
set for response to the final Ofice action

Petitioner's argunent that the reexan nati on proceedi ng was

i mproperly term nated because there in fact was no hiatus between the
end of the response period and the filing of the Notice of Appeal is
without nerit. In his June 25 decision denying the petition for a one
nmont h extensi on of tinme which acconpanied the inconplete June 16, 1986,
response, the director, after noting that petitioner was entitled to an
automati c one nonth extension of tinme, clearly stated that July 15 was
the due date for a response to the April 15, 1986, final O fice action
(enmphasi s added):

*3 The petition is Dismi ssed, the time for response is set to
expire July 15, 1986, and the reexam nation file is renmanded to the
exam ner for pronpt consideration of the June 16, 1986, response.

Thus, there was no reason to assune, as petitioner now contends it
did, that the automati c one nonth extension was set to begin on July 15
(see Aug. 24, 1987, petition, at 21-22).

Furthernmore, while the July 23, 1986, advisory action may have been
undated and may have onmtted a statenment of the period for response to
the final Ofice action, nothing in the advisory action changed the
cl ear language of the director's decision concerning the due date for a
response.

Petitioner also argues that under 37 C.F. R § 1.550(b), which states
that a patent owner will be given at least thirty days to respond to
any Ofice action, petitioner had at least thirty days fromthe July 23
advi sory action in which to respond further, which it did by filing a
Noti ce of Appeal. The fallacy in this argunent is its treatnment of an
advi sory action as though it is an 'Ofice action' in the sense of §
1.550(b). Section 1.116(a), which governs 'after final' practice in
reexam nati on proceedings as well as in other proceedings, states in
pertinent part:

The adm ssion of, or refusal to admit, any anmendnent after fina
rejection, and any proceedings relative thereto, shall not operate to
relieve the application or patent under reexam nation fromits



condition as subject to appeal

See also MPEP § 2272 (' Consideration of amendments subnitted after
final rejection [in a reexam nation proceeding] will be governed by the
strict standards of 37 CFR 1.116"). Accordingly, the exam ner's

adm ssions into the record of the suppl emental anendnment, including the
m ssing declarations, did not relieve the patent owner fromthe
requirenent to file an appropriate response to the April 15, 1986,

final Ofice action (such as a notice ofappeal) or to obtain an
extension of tine pursuant to 8 1.550(c). Absent such a response, the
reexam nati on proceedi ng was properly termnated on July 16, 1986, the
day after a response was due. 37 C.F.R 1.550(d). The advisory action
mai |l ed July 23, 1987, could not and did not begin a new period for
response. See Vincent v. Mssinghoff, 230 USPQ 621, 624 (D.D.C. 1985)
(advi sory action does not nmark the begi nning of a new response period).
Thus, the notice of appeal, filed July 30, 1986, was not filed within
the period set for response.

C. Aterm nated reexam nation proceeding may be revived for
"unavoi dabl e’ delay under 35 U. S.C. § § 305 and 133, but not for
"unintentional' delay under § 41(a)(7)

For the reasons set forth in In re Katrapat, AG ___ USPQ _ (Commr
Pat. 1988) (copy attached), the Comm ssioner agrees with petitioner
that under 35 U. S.C. § § 305 and 133 consi dered together, the
Conmmi ssi oner may revive a reexam nati on proceedi ng which has been
term nated due to a late response to an Ofice action, provided the
del ay was 'unavoi dable' in the sense of § 133. Mdreover, as explai ned
in Katrapat, & 133 provides the sole basis for reviving a term nated
reexam nation proceeding. A term nated reexam nation proceedi ng may not
be revived for "unintentional' delay under 8 41(a)(7). Furthernore,
petitions to revive term nated reexam nation proceedings will no | onger
be consi dered under the 'extraordinary situation, where justice
requires' standard of 37 CF. R § 1.183.

*4 Therefore, to the extent petitioner seeks relief under 37 CF. R §
1.137(a) and (b) and under § 1.183, the petition is denied. The
petition therefore will be considered as though it had been filed under
35 US.C § 133

D. Petitioner has not denonstrated that the delay was 'unavoidable' in
the sense of § 133

As discussed in Katrapat, supra, the term'unavoi dable delay' in the
context of reexam nations proceedi ngs has the same neaning it has with
respect to abandonnent in patent application proceedings:

[ The word '"unavoi dable'] is applicable to ordinary human affairs,
and requires no nore or greater care than is generally used and
observed by prudent and careful nen in relation to their nost inportant
business. It permits themin the exercise of this care to rely upon the
ordi nary and trustworthy agencies of mail and tel egraph, worthy and
reliabl e enpl oyees, and such other nmeans and instrunentalities as are
usual ly enployed in such inportant business. |f unexpectedly, or
t hrough the unforeseen fault or inperfection of these agencies and



instrumentalities, there occurs a failure, it may properly be said to
be unavoi dabl e, all other conditions of pronptness in its rectification
bei ng present.

Ex parte Pratt, 1887 Dec. Conmmir Pat. 31, 32-33 (Commir Pat. 1887); In
re Matullath, 38 App. D.C. 497, 514-15 (1912); Wnkler v. Ladd, 221F
Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), aff'd, 143 USPQ
172, 172 (D.C. Cir. 1964). See al so Ex parte Henrich, 1913 Dec. Commir
Pat. 139, 141 (Conmr Pat. 1913) (delay in responding to Ofice action
due to docketing error held unavoidable in view of counsel's el aborate
record system for keeping track of pending applications and enpl oynent
of all reasonable checks that could be required for preventing such
errors); Smith v. Mssinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982
(D.C. Cir. 1982) (delay held not unavoi dabl e, because (1) Smth's
excuses contained conflicting statenents, (2) preoccupation of Smith's
attorney with other legal matters or nmoving his residence did not
relieve Smth of conplying with PTO regulations, and (3) Smith's
attorney was aware of the due date for response and thus had sufficient
time to take action to avoi d abandonnent).

Furthernmore, while a reasonable misinterpretation of a regulation my
be the basis for a holding of unavoi dable delay, In re Decision Dated
February 18, 1969, 162 USPQ 383 (Commir Pat. 1969), m sapplication or
total ignorance of a rule may not. See Vincent v. Mssinghoff, 230 USPQ
621, 624 (D.D.C. 1985) (counsel's msapplication of certified mailing
rul e does not constitute unavoi dable delay); Potter v. Dann, 201 USPQ
574 (D.D.C. 1978) (Markey, C.J., sitting by designation) (counsel's
total unawareness of applicable rules is not a basis for finding
unavoi dabl e del ay) .

*5 In the new petition, petitioner argues that if its notice of
appeal is considered to have been late, then its failure to file it
prior to July 15, 1986, was due to an anbiguity in the due date for a
response to the April 15, 1986, Ofice action and to errors in the
previ ous counsel's docketing system

As noted above, there was no anmbiguity in the due date for a response
to the final Ofice action; it was clearly set by the director to be
July 15, 1986.

As for the alleged docketing errors, in order to be entitled to
relief under 35 U.S.C. § § 305 and 133 on this ground, petitioner
must show (1) that its consel was justified in relying on the docketing
system i.e., that the docketing systemwas highly reliable, and (2)
that the docketing errors were the cause of the bel ated response.
Petitioner has shown neither

In contrast to Katrapat, this is not a case where a trustworthy
enpl oyee, using a highly reliable docketing system onmtted a single
critical docket entry whose om ssion resulted in a |late response to an
O fice action.

Evi dence of the unreliability of petitioner's previous counsel's
docketing systemis apparent fromthe exhibits which acconpani ed the
Sept enber 15, 1986, petition, filed by previous counsel. In fact,
petitioner concedes that there were several docketing | apses with
respect to the Egbers reexam nation. (See petition received Sept. 15,
1986, at 9-10.) Exhibit Ais a copy of counsel's docket report for June



15, 1986, the original due date for a response to the final rejection
As acknow edged at pages 9-10 of that petition, the entries in this
report show a | apse in docketing procedure with respect to the Egbers
reexam nation in that the report fails to note (a) that the June 13
response was acconpani ed by a request for an extension of tinme and (b)
that the Office action was 'final.' In contrast, the entry for another
reexam nati on (Mnarch) includes a notation that the Office action is
final. Exhibit B, the secretary's notes for April 15, 1986, from which
the docket report shown in Exhibit A was prepared, fails to indicate
that the Office action in the Egbers reexam nation is final, whereas it
does indicate that the Ofice action in the Monarch reexani nation is
final. As for Exhibit C, which is counsel's docket report for the
period covering June 1 to 15, the 'final date' for the Egbers

reexam nation is given as June 15, and the 'date conpleted is given as
June 13, even though the response filed on that date was inconplete,
since the declarations were not included. Exhibit D, counsel's docket
report for the period July 1-15, 1986, correctly indicates that the
"final date' for the Egbers case is July 15, apparently taking into
account the additional nmonth automatically received when the June 13
response was filed, as noted in the Director's decision of June 25,
1986. This docket report also correctly indicates that declarations are
due July 15. However, this report fails to indicate that Egbers is a
reexam nati on proceeding.

*6 Exhibit E, which is a copy of counsel's docket report for July 15,
1986, indicates that a response was filed in 'Egbers' on July 10, but
fails to note that Egbers is a reexam nation and that the outstanding
Ofice action is final. Mdre inportant, this docket report does not
indicate a need to inquire as to the status of the reexam nation prior
to July 15 or to take further action by that date, so as to avoid
term nation of the reexam nation.

Thus, instead of denpnstrating that petitioner's previous counsel had
a highly reliable and trustworthy docketing system petitioner has
shown that there were numerous om ssions fromthe data recorded in that
systemwith respect to the Egbers reexani nati on proceedi ng.
Consequently, petitioner's previous counsel was not justified in
relying solely on this docketing systemfor information about the
Egbers reexam nati on proceeding. For this reason al one, the om ssion of
this data cannot serve as the basis for a holding that the delay in
respondi ng was unavoi dable in the sense of § 133.

Furthernore, while, some docketing |apses clearly did occur with
respect to the Egbers reexam nation, these | apses were not the sole
cause of the failure to file a tinmely response to the April 15, 1986,
O fice action.

It nmust be presumed that when previous counsel prepared the
suppl enental response filed July 10, he reviewed the file sufficiently
to know that he was responding to a final Ofice action in the Egbers
reexam nati on proceeding. At this tine he could and perhaps should have
noted on the July 15 docket report that further action (such as
obtai ning an extension of tine or filing a notice of appeal) was due by
July 15 in order to avoid term nation of the proceeding in the event
the exami ner held the June 13 and July 10 responses insufficient to
overconme the final rejection. However, counsel did not do so. The
reason appears to be that counsel was unaware that the failure to take



further action prior to July 15 could result in termination of the
reexam nation. As stated by previous counsel in the Septenber 15, 1986,
petition at page 6:

When the | ong-awaited declarations finally arrived, they were
pronptly provided [to the PTQ with an explanatory letter and nmiled on
July 10, 1986, without realization that the likelihood of receiving an
Oficial Action in time for consideration before the time for further
response ran out had so greatly dimnished that the tinme had cone to
petition for further extension of tine for a length of tine, perhaps a
month and at | east two weeks, of [sic, fron?] an expected Advisory
Action before deciding to appeal

The question was not raised, as it should have been, on the 15th,
by the docketing systemof the attorney's office because of the
unfam liarity with final rejections in re-exam nation proceedings. It
was not therefore until the undated Advisory Action, entering the
subm tted docunents and letting the final rejection stand, was received
on July 25, 1986, that the fact and significance on July 25, 1986, that
realized by the attorneys.

*7 In view of the above, it is clear that the failure to take further
action by July 15 was due at least in part to counsel's
m sunder st andi ng of "after final' practice in reexan nation
proceedings. It is well settled that counsel's unawareness of PTO rules
and procedures does not constitute 'unavoi dable' delay. See Vincent v.
Mossi nghof f, supra; Potter v. Dann, supra.

For all of the above reasons, the petition is denied.

E. Summary

The August 24, 1987, petition to revive the reexam nation proceedi ng
on the grounds that the appeal brief was actually tinely filed and
that, even if not tinely filed, the delay in filing the appeal brief
was 'unavoi dable' or 'unintentional' is denied. Likew se, to the extent
the petition requests relief under 37 CF. R § 1.183, it is denied.

6 U.S.P.Q2d 1869
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