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Lutron El ectronics Co., Inc. has petitioned the Comm ssioner to
review an action of an Exam ning Attorney taken in each of the four
above-identified trademark applications. Petitioner asks the
Conmi ssioner to grant the following relief: that the Exam ning Attorney
wi t hdraw from exam ning the applications and that a new Exam ni ng
Attorney be assigned to the applications; that the third party opinion
letters be expunged fromthe application; and that the final rejections
be withdrawn; or, in the alternative, that the Exam ning Attorney
withdraw the finality of the final refusals and allow petitioner an
addi tional six nonths to present evidence and argunent in support of
the registrability of the marks. This petition will be considered
pursuant to Trademark Rule 2.146(a)(3).

FACTS

In March, 1987, the Exam ning Attorney issued first O fice actions in
all four of the above-identified applications refusing registration
pursuant to Sections 1 and 2(e)(1) of the Trademark Act on the ground
that the matter presented constituted a configuration of the goods and,
as such, was nerely descriptive and primarily functional. Petitioner
responded that the nmark was regi strable and submitted evi dence that the
mar k had acquired distinctiveness pursuant to Section 2(f) of the
Trademar k Act.

The Exami ning Attorney issued final refusals in each application



[FN1] In support of such refusals, the Exanmining Attorney relied on
evi dence she obtai ned and on several exhibits subnmitted by the
petitioner in support of the Section 2(f) claim [FN2] The evidence
obt ai ned by the Examining Attorney includes a letter addressed to the
Exam ning Attorney from WW Coyl e, Engi neering Manager for Carlon
Thyrocon (with photographs of Carlon Thyrocon prototype electric |ight
di mers), which states, in part:

Thank you for giving us the opportunity to respond to the situation
that Lutron is causing by their application . . . [T]lhis will seriously
i mpact our product developnent . . . W agree with you that the slide
actuator is not a unique nor 'Trademarkable' feature of their product
. [We are extrenely interestedand concerned about your decision and
t he outcone of any subsequent appeals.

The final refusals include the foll ow ng | anguage:
In a letter dated Novenber 4, 1987, WW Coyle, the Engineering
Manager at Carlon Thyrocon, stated that their product devel opnent woul d
be negatively inpacted if Lutron were granted an effective nonopoly on

t he design . .

As further evidence of the undistinctive nature of applicant's
mark, attached . . . is a letter fromWW Coyle . . . (witten in
response to my inquiries), which states that Thyrocon has devel oped and
will be marketing a slide dimer which | ooks |ike Lutron's. Four

phot ographs of Thyrocon's switch are annexed to this letter as evidence
that Lutron's switch design is not distinctive. The Thyrocon switch is
virtually identical to Lutron's.

*2 This petition foll owed on February 22, 1988. [ FN3]

ANALYSI S

Trademark Rule 2.146(a)(3) provides that a petition may be taken to
t he Conmmi ssioner requesting himto invoke his supervisory authority in
appropriate circunstances. The proper response to a final action on a
substantive ground, as herein, is an appeal to the Trademark Trial and
Appeal Board. See Tradermark Rul es 2.63 and 2.64. However, this petition
does not request relief in relation to the substantive refusal; it
questions the manner in which the evidence in support of that refusa
was obtained. This matter is deenmed proper for petition because this
aspect of the Exam ning Attorney's action concerns an issue of
adm nistrative practice and procedure.

The Conmmi ssioner will exercise his supervisory authority and reverse
an action of an Examining Attorney only where there has been cl ear
error or abuse of discretion. In re Richards-WIlcox Mg. Co., 181 USPQ
735 (Conmir Pats. 1974); Ex parte Peerless Confection Co., 142 USPQ 278
(Commir Pats. 1964). The present circunstances constitute a serious
abuse of discretion by the Exam ning Attorney.

There are two issues concerning the Exanmining Attorney's action that
will be addressed. First, in relation to gathering evidence during the
exam nation of an application, what should be the nature and extent of
an Exam ning Attorney's contact with third parties and, second, what
ki nd of evidence fromthird parties is appropriate for an Exani ni ng
Attorney to rely upon in support of a refusal to register. [FN4]



Contact with third parties during ex parte exam nation

The evidence in an application file is linmted by the ex parte nature
of the proceeding to that provided by the applicant and the Exam ning
Attorney. It is only logical that a thorough exam nation of an
application by the Exam ning Attorney would include a review of any
available information pertaining to the registrability of a mark.
However, in seeking information from sources outside the Ofice, the
Exam ni ng Attorney nust renenber the ex parte nature of the proceeding
and request only factual evidence concerning registrability rather than
ask opinions. [FN5]

Thus, an Exami ning Attorney may contact those in the relevant trade
for information concerning the product, channels of trade, narketing,
etc., but the inquiry should be Iinted to eliciting factua
information. It is inappropriate to discuss or request opinions about
the registrability of the applicant's mark or about the reliability of
any statenments or information submitted by the applicant. To do so
| ends an appearance of bias to the Exami ning Attorney's exam nation
Such evidence should be introduced only in an inter partes proceeding
brought on behalf of an interested party, where the proceedings are
governed by and subject to the safeguards of the Federal Rules of
Evi dence and Civil Procedure.

In this case, the Exam ning Attorney appears to have been extrenely
t horough in her search for information concerning the registrability of
the mark, which is commendable. It is not clear fromthe record whether
t he Exami ning Attorney inproperly solicited M. Coyle's opinions or
whet her these opinions were gratuitous. However, it seens that the
Exami ning Attorney, at the very least, informed M. Coyle about the
fact of petitioner's application for registration and of her intended
refusal, requesting information in support thereof. The Exami ni ng
Attorney's request for informati on was inappropriate to the extent that
she di scussed the specific mark in terns of the issue of
registrability, rather than sinply requesting generally available
i nformati on about the product and the trade.

Appropriate evidence fromthird party sources

*3 Even if an Examining Attorney's request for information fromthird
parties is proper, not all information received may be used in support
of a refusal to register. The Exami ning Attorney should rely only on
factual information.

The Exami ning Attorney could properly rely on evidence such as
brochures, advertising material, catal ogs, and any other factua
i nformati on. The Exami ning Attorney should not rely upon third party
evi dence such as nmenoranda, |letters or other docunents expressing
opi nions, or prototype infornmation about goods which are not in use or
are otherw se unavail able to the general public.

The Examining Attorney seriously abused her discretion in this case
by including in the record the letter fromM. Coyle identified above



and the prototype information from Carlon Thyrocon. The letter is
primarily third party opinion about the conpetitor's products and the
registrability of the marks herein. The prototype is adnmittedly not in
use and the information is unavailable to the general public or

rel evant trade. Clearly, this information should not be a part of the
record in an ex parte proceeding. Any party who mght be injured by the
registration of a mark may file an opposition to the registration of a
mark or a petition to cancel a registration with the Trademark Tria

and Appeal Board or seek redress in an appropriate court action

DECI SI ON

The petition is granted to the extent that the Ofice Actions of
Novenber 16, 1987, and January 19, 1988, are vacated and shall be
disregarded in their entireties. Furthernore, to avoid any appearance
of bias in the continued exam nation of the applications, the Managi ng
Attorney shall reassign the applications herein to a Senior Attorney in
the Law Office for further exam nation consistent with this decision
Further, because of the seriousness of the abuse of discretion that
occurred with respect to these applications, the petition fee will be
r ef unded.

Petitioner has requested that certain evidence be expunged fromthe
record of the application. However, petitioner has cited no authority
i n support of such action, and neither the Trademark Act nor the
Trademark Rul es of Practice provides for expungenent of evidence froma
file during ex parte exam nation. Thus, this request is denied.

FN1, The final refusals in three of the applications were nailed to
petitioner on Novenber 16, 1987. Petitioner's attorney stated that when
the action in relation to application Serial No. 627,181 was not

recei ved, she so advised the Exam ning Attorney and this refusal was
mai | ed on January 19, 1988.

FN2. Several of the pieces of evidence are missing fromeach of the
application files. However, due to the identical nature of the fina
refusals, the deletion of sone evidence appears to have been

i nadvertent and each application record will be considered to include
the sane evidence for the purpose of the consideration herein.

FN3. Trademark Rule 2.146(d) requires that a petition on any matter not
ot herwi se provided for shall be filed within sixty days fromthe date
of mailing of the action fromwhich relief is requested. Wth respect
to the three applications in which the final refusal was mailed on
Novenber 16, 1987, this petition is not timely. However, since the
issue is the sane in relation to each application and the petition is
timely filed in relation to one application, the Comm ssioner will
exercise his discretion and, in the interest of justice, consider the
issue in relation to all applications.

FN4. The petitioner objected to the entry of the evidence at the tine



of final refusal. Either the applicant or the Exam ning Attorney may
submit evidence at any time prior to appeal. The O fice practice, as
set forth in Section 1105.04(c) of the Trademark Manual of Exam ning
Procedure requires that 'the Exam ning Attorney must have placed in the
record all evidence in support of . . . refusal before or at the tine
the final action is rendered.' Thus, the Exam ning Attorney acted
properly in this regard. There is no prejudice to the petitioner
because the petitioner nay always the challenge the reliability of the
evi dence at any stage of the proceeding, even in its brief on appeal

FN5. An Exami ning Attorney may obtain verified statenents from persons
outside the Ofice concerning facts relevant to the issue of
registrability.

8 US. P.Q2d 1701
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