Commi ssi oner of Patents and Trademarks
Patent and Trademark O fice (P.T.QO)

ORI KASA ET AL., PETI TI ONERS
V.
OONI SHI ET AL., RESPONDENTS
Interference No. 101, 617
January 18, 1989

Donal d J. Quigg

Comm ssi oner of Patents and Trademar ks
DECI S| ON ON PETI TI ON

*1 Orikasa et al. (Orikasa--hereinafter "Junior Party") have filed a
"PETI TI ON UNDER 37 CFR 1.644(a)(2) or (3)" seeking review of a decision
redeclaring Interference No. 101, 617. Oonishi et al. (Oonishi--
herei nafter the "Senior Party") have not filed a response.

Ti mel i ness of petition

The Juni or Party seeks to invoke the supervisory authority of the
Conmmi ssioner to review a decision redeclaring an interference. 37 CFR 8§
1.644(a)(2). Alternatively, the Junior Party seeks relief under 37 CFR
§ § 1.183 and 1.644(a)(3), although it is not clear fromthe petition
which rule the Junior Party wants wai ved.

A petition in an interference seeking to i nvoke the supervisory
authority of the Comm ssioner is properly filed only after entry of a
final decision by the board. The Junior Party's petition was filed on
Novenber 30, 1988, after entry of the board's final decision entered
August 29, 1988. The rules also provide, however, that any petition
filed nore than fifteen (15) days after entry of the decision sought to
be reviewed may be dismissed as untinely. 37 CFR § 1.644(b). The
period for filing a response to a petition is also fifteen (15) days.
Id. The purpose of the two 15-day periods is to pernit a petition to be
filed, responded to, and decided prior to expiration of the 60-day
period for seeking judicial review. 35 U S.C. § 142; 37 CFR §
1.304(a). If a petition cannot be decided within the 60-day period, an
extension of tinme to seek judicial review may be granted by the
Commi ssi oner, sua sponte or on request of a party.

In this case, the petition was filed after a notice of appeal had
been filed to the U S. Court of Appeals for the Federal Circuit. A
review of the petition, in light of the application and interference
files, denponstrated that sonme relief mght well be appropriate in this
particul ar case. Accordingly, in the interest of conserving judicia
resources, the Commi ssioner filed a notion to intervene in the Federa
Circuit. The Conmm ssioner also noved to vacate the August 29, 1988,
deci sion of the board and to remand the matter to the Patent and
Trademark O fice for such action as mght be appropriate. The Federa
Circuit granted both motions. Orikasa v. Oonishi, No. 89-1105 (Fed.Cir



Jan. 4, 1989).

In this case, the 15-day period for filing a petition will be excused
in view of the unique interference record, the fact that this is one of
the first petitions under 37 CFR § 1.644(a)(2), and for the purpose of
conserving judicial resources. Parties in interferences are advised,
however, that in the future, the 15-day periods of 37 CFR § 1.644(b)
will be strictly enforced and untinely filed petitions may be
di smi ssed.

Background

*2 This is an interference between two pendi ng applications. Both
parties rely exclusively on the filing dates of their respective
Japanese applications. 35 U.S.C. § 119.

At the time the interference was declared, the Senior Party's
application contained four clainms which the exam ner found all owabl e- -
subject to resolution of the interference. Clains 1 and 2 are directed
to a copolymer. Clains 3 and 4 are directed to a method of meking a
copolymer. Clainms 1 and 3 are representative and read as fol |l ows:

Senior Party's Claim1:

An et hyl ene copol ymer for use as electrical insulation derived from
et hyl ene and an ethylenically a,B-unsaturated acid hal ogenated phenyl
ester represented by the fornula (1):

TABULAR OR GRAPHI C MATERI AL SET FORTH ATTHI'S PO NT |'S NOT DI SPLAYABLE
(wherein Ris hydrogen or a nethyl group, X is fluorine, chlorine,
brom ne, or iodine, Y is an alkyl group having 4 to 18 carbon atons, n
is Oor 1, mis an integer of 1 to 5, and L is 0 or an integer of 1 to
4), wherein the hal ogenat ed phenyl ester group unit content is about
0.005 to about 10 mol %

Senior Party's Claim 3:

A process for producing an ethyl ene copol yner which conprises
copol yneri zi ng ethyl ene and about 0.005 to about 10 nol % (based on the
total amount) of an ethylenically a, B-unsaturated acid hal ogenat ed
phenyl ester at a tenperature of about 120 <<degrees>> C. or nobre and a
pressure of about 500 kg/cn2 or nore by the use of a free radical group
releasing initiator.

It should be noted that the ethylenically a, B-unsaturated nonomer is
defined broader in method claim3. The definition in claim3 would
appear to be broader than the description of the process in the Senior
Party's specification. Page 4, lines 14-19 of the Senior Party's
speci fication states:

“I'n anot her enbodi nent, the present invention relates to a process
for produci ng an ethyl ene copol ymer which conprises copol yneri zi ng
et hyl ene and about 0.005 to about 10 mol % ... of an ethylenically a,B-
unsaturated acid hal ogenat ed phenyl ester of the formula (1)...."



Formula (1) is the formula in the Senior Party's claim1l. Wether the
subj ect matter of the Senior Party's claim3 is "described” [FN1] in
the specification is a matter which the parties may raise inter partes
with a prelimnary notion [FN2] or the exam ner can re-evaluate after
the interference is concl uded.

The Junior Party's application contains fifteen (15) clains. The
preci se subject matter sought to be covered by clains 1-14 is not
entirely clear. Clains 2-14 depend from "i ndependent"” claim 1, which
reads:

Junior Party's Claim1: [FN3]

A nmet hod for inproving inpulse destructive strength of an el ectri cal
insulating material which is characterized by enploying, as said
el ectrical insulating material, an ethylene copol ynmer prepared by
subj ecting, to a high- pressure radical polynerization, ethylene or a
m xture of ethylene and another mononer in the presence of at |east one
conmpound sel ected fromthe group consisting of one-to three-ring
aromati ¢ conpounds (except styrene and substituted styrenes each having
a single ring) each having one carbon-carbon double bond in one
nol ecul e, at a polynerization pressure of 500 to 4,000 kg/cm2 at a
pol ynmeri zation tenperature of 50 to 400 <<degrees>> C., with said
et hyl ene copol ynmer containing 0.005 to 1 mol % of a unit derived from
said aromati c conpound as a pol ymeric conmponent.
*3 The Junior Party's dependent clainms 2, 13, and 14 read as foll ows:

Junior Party's Claim 2:

A nmet hod according to Claim 1 wherein said aromatic conpound is an
aromati ¢ hydrocarbon. [FN4]

Junior Party's Claim13:

A nmethod according to claim1 wherein said aromatic conpound is

sel ected fromthe group consisting of:

allyl benzene,

phenyl but ene,

benzyl nethacryl ate,

benzyl acryl at e,

i ndene,

bet a- net hyl styrene,

phenyl cycl ohexene,

nmet hoxybet a- met hyl styrene,

chl orophenyl cycl ohexene and

phenyl vi nyl et her.

Juni or Party Claim14:
A net hod according to claim1 wherein said aromatic conpound is

sel ected fromthe group consisting of
al Iyl bi phenyl,



di phenyl et hyl ene,

phenyl styryl et hane,

di phenyl net hyl pent ene,

phenyl benzyl nethacryl ate,

phenyl benzyl acryl at e,

i sopropenyl bi phenyl,

vi nyl napht hal ene,

phenyl i sopropenyl phenyl net hane and
vi nyl ant hr acene.

The breadth of the "copolynmer” of the Junior Party's claiml is
broader than the correspondi ng scope of the "copol yner" of the Senior
Party's claim 1. The Junior Party's specification reveals that the
copol yner can be a copol yner of ethylene and any nunber of a, B-
et hyl eni cal ly unsaturated nononers, including those specified in the
Junior Party's clainms 13 and 14.

The Junior Party's claims 1-14 stand rejected under 35 U.S.C. § 103
as unpatentable over U S. patents to Schrott [FN5] and Vol | komrmer.
[FN6] While it is not the purpose of this opinion to review any
rejection of clains 1-14, it will be noted that Schrott describes
copol ymers of ethylene and ol efins having the fornula:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT |'S NOT DI SPLAYABLE
wher e:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
is a phenyl radical containing up to 5 hal ogen atoms and

- (al kyl ene) -
is a hydrocarbon radical having 1-16 carbon atons. See generally, col
2, lines 18-38 and col. 3, 55-57. Thus, Schrott provides a col orable
basis for the exanminer's present view that sone of the subject matter
clainmed by the Junior Party nay not be patentable. Nevertheless, in
vi ew of the exam ner's conclusion that the Junior Party's claim 15
defines patentable subject matter, it is also apparent that at |east
the Junior Party's claims 1 and 3-12 include, i.e., "read on," sone
subject matter which is patentable under 35 U S.C. 8§ § 102 and 103,
even if they may al so include subject matter which nay not be
pat ent abl e.

In order to set up an interference, the exam ner gave the Junior
Party an opportunity to copy a claimto a copolyner. Claim 15 was
timely presented by the Junior Party and reads:

Juni or Party Claim 15:

An et hyl ene copol ymer for use as electrical insulation derived from
et hyl ene and an ethylenically a,B-unsaturated acid hal ogenat ed phenyl
ester represented by the fornul a:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT IS NOT DI SPLAYABLE
wherein R is hydrogen or a nethyl group, wherein the hal ogenated
phenyl ester group unit content is about 0.005 to 1 nole percent.

*4 Followi ng presentation of the Junior Party's claim15, the
exam ner conpl eted Form PTO- 850, an "Interference--Initial Menorandunt



used for forwarding cases to the board for declaration of an
interference under the "new' rules, viz., 37 CFR § 1.601 et seq. The
Form PTO 850, as conpleted by the exam ner, specifies that there should
be one count. The examni ner designated clainms 1-4 of the Senior Party
and claim 15 of the Junior Party to correspond to the count. The count
was to be based essentially on the Senior Party's claim1l. The exam ner
i ndi cated on Form PTO-850 that the Junior Party's clains 1-14 were not
to correspond to the count.

When Form PTO 850 reached the board, a change was nade to designate
the Junior Party's claims 1-15 to correspond to the count. Consultation
with the exam ner in the course of deciding this petition, reveals that
t he exam ner did not make the change.

On July 25, 1986, an interference was declared with a single count.
Count 1 reads:
An et hyl ene copol ymer for use as electrical insulation derived from
et hyl ene and an ethylenically a,B-unsaturated acid hal ogenat ed phenyl
ester represented by the fornula (1):

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
(wherein R is hydrogen or a nethyl group, X is fluorine, chlorine,
brom ne, or iodine, Y is an alkyl group having 4 to 18 carbon atons, n
is Oor 1, mis an integer of 1 to 5, and L is 0 or an integer of 1 to
4), wherein the hal ogenat ed phenyl ester group unit content is about

0.005 to about 10 mol %

The Junior Party's clainms 1-15 and the Senior Party's clains 1-4 were
desi gnated by the exami ner-in-chief to correspond to the count.

During the interference, the Junior Party filed a notion to redefine
the interference. Specifically, the Junior Party sought entry of an
order seeking to designate the Junior Party's clains 2, 13, and 14 as
not corresponding to the count. Such a notion is authorized by 37 CFR §
1.633(c)(4). See also 37 CFR &8 1.637(c)(4). The Junior Party pointed
out that the count was directed to copolyners nmade from ethyl ene and a
nonomer having an ester group, i.e.

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
and a hal ogen group, i.e., fluoro (-F), chloro (-C), bronmo (-Br), or
iodo (-1). Based on this difference between the subject matter of the
Junior Party's claim?2 and the count, it was argued that the subject
matter of claim2 was not the sane patentable invention as that defined
by the count (sic--the other clains corresponding to the count). See 37
CFR &8 1.601(n).

Wth respect to the Junior Party's claim 13, it was argued that
copol ymer of ethylene and the nononers recited in the Markush group of
claim 13 would not constitute the sanme patentable invention as the
copol yner of the count. Wiile the Junior Party conceded that two
nononers were "esters," [FN7] it argued that neither is hal ogenated.
The Juni or Party al so conceded that one nonomer was hal ogenat ed, [ FN8]
but argued that it was not an "ester." Simlar argunments were nmade with
respect to the nononers listed in the Markush group of the Junior
Party's claim 14. The Junior Party al so argued that:

*5 (a) none of the subject matter of clains 2, 13, or 14: (i)
overl apped the subject matter of the count [FN9] or



(ii) was described in the Senior Party's

application and

(b) the Senior Party's application "will not be prior art to ..
[the Junior Party] as to any non-overl appi ng subject matter ..
[in viewof] In re MKellin, [529 F.2d 1324,] 188 USPQ 428 ( CCPA
1976) . " [FN10]

The Senior Party did not oppose the notion.

The exam ner-in-chief denied the Junior Party's notion to redefine
the interference. The exaniner-in-chief indicated that the exam ner had
determ ned that clains 1-4 of the Senior Party interfered with clains
1-15 of the Junior Party. [FN11l] Based on this fact, the exam ner-in-
chief held that there is a presunption that the parties are claimng
the sane patentable invention, i.e., that an interference-in-fact
exists. See Case v. CPC Int'l Inc., 730 F.2d 745, 750, 221 USPQ 196,
200 [headnote 9] (Fed.Cir.), cert. denied, 469 U S. 872 (1984). The
exam ner-in-chief, citing 37 CFR § 1.637(c)(4)(ii), also noted that
the Junior Party had presented no evidence to establish that the
i nvention defined by the Junior Party's clains 2, 13, and 14 was
patentably distinct fromthe other clains of both parties correspondi ng
to the count. [FN12]

The Junior Party did not allege a date of invention prior to the
effective date of the Senior Party. Accordingly, the exam ner-in-chief
i ssued an order to show cause why judgnent should not be entered
agai nst the Junior Party. In response to the order, the Junior Party
requested review of the notion decision at a final hearing. See 37 CFR
8§ 1.640(e) and Conmi ssioner's Notice of Dec. 8, 1986, 1074
Of.Gaz.Pat. Of. 4 (Jan. 6, 1987).

In due course, the Junior Party tinely filed a brief. The Seni or
Party did not file a brief.

On May 18, 1988, a panel of the board entered an order hol di ng that
the interference had not been properly declared. In effect, the board
hel d that the "issue [FN[13]] of the interference as presently
formul ated is not broad enough to enconpass the subject matter of
[the Junior Party's] clainms 13 and 14. Count 2 was proposed to replace
count 1 [indentation added]:

An et hyl ene copol ymer for use as electrical insulation derived from
et hyl ene and
(i) an aromatic conpound selected fromthe group consisting of
allyl benzene,
phenyl but ene,
benzyl nethacryl ate,
benzyl acryl at e,
i ndene,
bet anet hyl styrene,
phenyl cycl ohexene,
met hoxybet a- net hyl styrene,
chl orophenyl cycl ohexene
phenyl vi nyl et her,
al 1yl bi phenyl ,
di phenyl et hyl ene,
phenyl styryl et hane,
di phenyl net hyl pent ene,



phenyl benzyl nethacryl ate,

phenyl benzyl acryl ate,

i sopropenyl bi phenyl,

*6 vinyl napht hal ene,

phenyl i sopropenyl phenyl net hane and

vi nyl ant hracene or

(ii) an ethylenically al pha, beta-unsaturated acid hal ogenat ed

phenyl ester represented by the formula (1):

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THIS PO NT | S NOT DI SPLAYABLE
(wherein R is hydrogen or a nethyl group, X is fluorine, chlorine,
brom ne, or iodine, Y is an alkyl group having 4 to 18 carbon atonms, n
is Oor 1, mis an integer of 1 to 5 and L is O or an integer of 1 to
4), wherein the hal ogenat ed phenyl ester group unit content is about

0.005 to about 10 mol %

The board stated that Count 2 was specifically drawn narrow enough
not to enconpass the subject matter of the Junior Party's rejected
claim 2. The reason given was that the Junior Party's claim2 had been
hel d unpatentabl e by the exam ner

The parties were given 30 days to state any objection to
redecl aration of the interference. The Junior Party tinely filed an
obj ection. The Junior Party continued to insist that the subject matter
of its clains 2, 13, and 14 was patentably distinct fromthe subject
matter of the remaining clains of both parties involved in the
interference. The Junior Party made several observations, sonme of which
wer e:

1. No one, whether expert or not, has testified that species [of
clains 2, 13, or 14] were patentably indistinct. There is no
docunent ati on, extensive or otherwi se, in support of ... a conclusion
[that the subject matter of clains 2, 13, and 14 is the sane patentable
invention as the renmining clainms of the parties involved in the
interference]. (Paper No. 21, page 2, |lines 2- 24).

2. Proposed Count 2 in effect equates a hal ogenated ester with a
hal ogenat ed non-ester. No basis for doing so is proposed. (Paper No.
21, page 3, lines 8-9).

3. Proposed Count 2 in effect equates a hal ogenated ester with a
non- hal ogenated ester. No basis for doing so is advanced. (Paper No.
21, page 3, lines 10-11).

4. No reason has been proposed or evidence advanced in support of
the proposition that those skilled in this art would recogni ze one
could substitute the aromatic conpound (i) of proposed Count 2 for the
hal ogenated ester of the count in interference. The only disclosure of
such a possibility is in the application of the Junior Party ... and
reliance thereon is clearly inproper. In re Grabiak, [769 F.2d 729,]
226 USPQ 870 (Fed.Cir.1985). (Paper No. 21, page 3, lines 12-18).

The Senior Party did not respond. On August 29, 1988, the board
enteredits final decision. It found the Junior Party's argunents
unpersuasi ve. I n response to the Junior Party's argunents, the board
made the foll owi ng observati ons:

A. The primary exanminer failed to cause this interference to be
declared [FN14] with a count sufficiently broad so as to enconpass the
br oadest correspondi ng patentabl e [ FN15] clai mof each party. (Page 2,
lines 13-19).

B. When the interference was declared, all of the Junior Party's



clainms as well as all of the Senior Party's clains were designated

[ FN16] as corresponding to count 1 and presunptively [FN17] all the
parties' clains define the sane patentable invention. (Page 2, |ine 34-
-page 3, line 5).

*7 C. "We nerely proposed to correct a clerical [FN18] error with
respect to the scope of the count." (Page 3, lines 5-6).

D. "When an exam ner causes an interference to be declared [sic--
forwards applications to the board for declaration of an interference],
he is authorized to designate a claimunder rejection as correspondi ng
to a count as |long as he deens that the claimdefines the sane
patentabl e i nvention as the count."” [FN19] (Page 3, |ines 28-32).

E. "[The Junior Party] ... has the burden of establishing with
sufficient evidence his contention that his clains 2, 13, and 14 do not
define the sane patentable invention as any other claimdesignated ..

as corresponding to the count." (Page 5, |lines 14-17).

F. "We hold that ... [the Junior Party's] clains 2, 13, and 14
define the sanme patentable invention as that defined by any other claim
desi gnated as corresponding to count 2." (Page 6, l|ines 18-20).

G "[The Junior Party] has not subnitted any evidence to show, for
exanpl e, that benzyl methacrylate of his claim 13 defines a separate
patentabl e i nvention fromthe correspondi ng hal ogenated benzyl
met hacrylate of ... [the Senior Party's] claim1 or that phenyl benzyl
net hacryl ate of his claim 14 defines a separate patentable invention
fromthe correspondi ng hal ogenat ed phenyl benzyl methacryl ate of
[the Senior Party's] claiml1l. (Page 7, line 29-page 8, |line 3).

The board's final decision

Based on its review of the record, the board concluded that the
interference should be redeclared with Count 2 and that the Junior
Party's clains 1-15 and the Senior Party's clainms 1-4 should be
designated to correspond to the count.

The board declined to grant the Junior Party's notion to designate
clainms 2, 13, or 14 as not corresponding to the count--now Count 2. The
board's "judgnent" was that the Junior Party is not entitled to a
patent containing clainms 1-15 [FN20] and that the Senior Party was
entitled to a patent containing clainm 1-4. [FN21]

Opi ni on

A review of the application files and the interference file reveals
several problens.

The first problemwhich readily surfaces in these files is the fact
that Count 2 is directed to a copolynmer and the clains corresponding to
the count are directed to copol yners, nethods of making copol yners, and
arguably a use of the copolyner as insulation for an electrica
conduct or.

A second problemis the neaning and scope of the Junior Party's
clainms 1-14. Are they directed to a method or to an electrica
conductor insulated with a copol yner?



A third problemis the manner in which the board in this case applied
the presunption that all clainms designated to correspond to a count are
directed to the sane patentable invention

These problens will be discussed seriatim

Dependi ng on the facts of any particular case, it is possible,
al t hough highly unlikely, that a nethod of naking a material and the
material are directed to the sane patentable invention. Likewi se, it is
possible that a material and a use of the material are directed to the
same patentable invention. Finally, it is possible that a nethod of
making a material, the material, and use of the material could be the
same patentable invention. Mre likely, however, the nmethod of making
the material, the material, and a use of the material are separate
pat ent abl e i nventi ons.

*8 In those cases where a nmethod of meking a material and the
material are the sane patentable invention, the count must be drawn in
| anguage to include, in the alternative, both the material and the
met hod for making the material. For exanple, if the material is a
copol yner of ethylene and styrene and the nmethod is copol ynmeri zi ng
et hyl ene and styrene, then the count shoul d read:

A copol yner of ethylene and styrene

or

A nmet hod of making a copol yner of ethylene and styrene conpri sing

copol yneri zi ng ethyl ene and styrene.

Al clains of both parties directed to either the copol yner or the

met hod of meking the copolymer may then be designated to correspond to
the count. The inportant fact is that proof of priority with respect to
an enbodi ment within the scope of the count will suffice to establish
priority of the "patentable” invention in question. Thus:

The "count” ... is nmerely the vehicle for contesting priority
which, in the opinion of the Conm ssioner, effectively circunscribes
the interfering subject matter, thereby deterni ning what evidence will
be regarded as relevant on the issue of priority.

Squires v. Corbett, 560 F.2d 424, 433, 194 USPQ 513, 519 (CCPA 1977).

The sane rationale applies to a material and a use of the material
Thus, if a copolymer of ethylene and styrene and an el ectrica
conductor insulated with the copolynmer are a single patentable
i nvention, then the count should be drawn as foll ows:

A copol yner of ethylene and styrene

or

an electrical conductor insulated with a copol yner of ethylene and
styrene.



Qoviously, if the method of nmaking the material, the material and a
use of the material define a single patentable invention the count
shoul d read as foll ows:

A copol yner of ethylene and styrene

or

A et hod of meking a copol ynmer of ethylene and styrene conpri sing
copol ynmeri zi ng ethyl ene and styrene

or

an electrical conductor insulated with a copol yner of ethylene and
styrene.

As indicated above, it should be rare that a nethod of naking a
material and the material or the material and a nethod of using the
material are a single patentable invention. Consultation with the
exam ner assigned to exam ne the Junior Party's and the Senior Party's
applications reveals that in this case he regards the nethod of making
the copol yner, the copolymer and the use of the copol yner as an
el ectrical insulator to be three separate patentable inventions. Since
both the Junior Party and the Senior Party disclose all three
i nventions, there should have been three counts in this interference.

In view of the exam ner's opinion, further proceedings in this
interference will be ordered.

Junior Party Orikasa is given one (1) nmonth fromthe date of this
decision to copy the following clainms for purposes of further
proceedings in the interference:

Suggested Cl ai m 16:

A process for producing a copolynmer of ethylene and an a, B-
unsat urated nononer having the fornul a:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
*9 wherein R is hydrogen or a nmethyl group and wherein the

hal ogenat ed phenyl ester group unit content is about 0.005 to 1 nole

percent, conprising copolynerizing ethylene and the a, B-unsaturated

nmononer at a tenperature of 50 <<degrees>> to 400 <<degrees>> C. and a

pressure of 500 to 4,000 kg/cnmR in the presence of a free radica

cat al yst .

Suggested Claim 17:

An el ectrical conductor insulated with a material conprising a
copol ynmer of ethyl ene and an a, B-unsaturated nononer having the
formul a:



TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
wherein R is hydrogen or a nethyl group and wherein the hal ogenated
phenyl ester group unit content is about 0.005 to 1 nole percent.

Senior Party Qonishi is given one (1) nmonth fromthe date of this
decision to copy the followi ng claimfor purposes of further
proceedings in the interference:

Suggested Cl ai m 5:

An el ectrical conductor insulated with a material conprising a
copol ymer of ethylene and an a, B-unsat urated nonomer having the
formul a:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
wherein R is hydrogen or a nethyl group, X is fluorine, chlorine,
brom ne, or iodine, Y is an alkyl group having 4 to 18 carbon atons, n
is Oor 1, mis an integer of 1 to 5, and L is O or an integer of 1 to
4 and wherein the hal ogenated phenyl ester group unit content is about
0.005 to about 10 mol %
Failure of a party to tinely copy the suggested clains inits
respective application will be considered a disclainmer by that party of
the subject matter of the suggested clains under the provisions of 37
CFR 8 1.605(a).

Assuni ng the Junior Party and the Senior Party tinely copy the
suggested clains, the interference shall be redeclared by substituting
for Count 2 the followi ng Counts 3, 4, and 5.

Count 3

A copol yner of ethylene and an a, B-unsaturated nononer having the
formul a:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT | S NOT DI SPLAYABLE
wher ei n:

R i s hydrogen or nethyl;

nis 0 or 1;

X is fluoro, chloro, brono, or iodo;

Y is an al kyl group having 4 to 18 carbon atons;
Lis O or an integer of 1 to 4; and

mis 1-5; and

further wherein the a, B-unsaturated nononmer unit content is about 0.005
to about 10 nole percent of the copol yner.

Count 4



A process for producing a copolynmer of ethylene and an ethylenically
a, B- unsaturated acid hal ogenat ed phenyl ester wherein the a, B-
unsaturated ester content is about 0.005 to about 10 nole percent of
t he copol ymer, conprising copolynerizing ethylene and the a, B-
unsaturated ester at a tenperature of 50 << degrees>>> C. to 400
<<degrees>> C. and a pressure of at |east about 500 kg/cm 2 in the
presence of a free radical catalyst.

Count 5

An el ectrical conductor insulated with a material conprising a
copol ymer of ethylene and an a, B-unsat urated nonomer having the
formul a:

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT |'S NOT DI SPLAYABLE
wher ei n:

R i s hydrogen or nethyl;

nis 0 or 1;

X is fluoro, chloro, brono, or iodo;

Y is an al kyl group having 4 to 18 carbon atons;

Lis O or an integer of 1 to 4; and

mis 1-5; and
further wherein the a, B-unsaturated nmononer unit content is about 0.005
to about 10 nole percent of the copol yner.

*10 The clains of the parties will be designated to correspond to

Counts 3, 4, and 5 as foll ows:

Count Junior Party Orikasa Senior Party Qonish

3 15 1-2
4 16 3-4
5 3-12 and 17 5
The Junior Party's claims 2, 13, and 14 will not be designated to

correspond to any count.

The exami ner-in-chief is authorized to reopen proceedi ngs by setting
a new period for filing prelimnary notions and to continue renewed
proceedi ngs fromthat point.

A second problemis the neaning of the Junior Party's clainms 1-14. As
di scussed above, it is not apparent what "method" is being clainmed. To
"infringe" the clainms, one would have to use the copolyner as an



i nsul ator on an electrical conductor. Such a use would necessarily

i nclude the "step"” of "inproving [the] inpulse destructive strength" of
the material used to insulate the electrical conductor. VWile further
ex parte prosecution after the interference may clear up any anbiguity,
for the purpose of further interference proceedi ngs, the Junior Party
clains 1-14 may be construed to cover an electrical conductor insul ated
with a copolynmer. Hence, the Junior Party's clains 3-12 should be
designated to correspond to Count 5.

The starting point for declaring an interference is Form PTO 850 as
filled out by the examiner. Thus, in the first instance, the exani ner
i ndicates the count and the clains which correspond to the count. See
Manual of Patent Exam ning Procedure, § 2309.02 [5th Ed., Rev. 9,
Sept. 1988]. Subsequent events in the interference, such as a
prelimnary notion, may convince an exam ner-in- chief or a panel of
the board that an interference was not properly declared in the first
i nstance.

Upon reviewi ng the application and/or patent files involved and the
Form PTO- 850, as conpleted by the exam ner, an exam ner-in-chief may
have reason to believe that the count is not correct, that there are
not a sufficient nunmber of counts, or that clains have not been
properly initially designated to correspond to a count. If so, the
exam ner-in-chief should consult with the examiner with the viewto
declaring the interference with proper counts and a proper designation
of clains to counts. If the original Form PTO 850 subnmitted by the
exam ner has to be changed, it should be re-signed by the exam ner
When the exami ner and the exam ner-in-chief agree that a proper Form
PTO 850 has been prepared, that form becones part of the record in the
interference file.

It is inmportant that the interference be carefully declared in the
first instance. One inportant reason is the presunptions which attach
to the declaration of an interference. Thus, when an interference is
decl ared, there is a rebuttable presunption that:

*11 (1) different counts define separate patentable inventions;

(2) each claimdesignated to correspond to a count defines the sanme
pat entabl e invention as all other clains designated to correspond to
t he count; and

(3) a claimwhich is not designated to correspond to the count is not
directed to the same patentable invention as the clainms designated to
correspond to the count.

These presunptions are necessary in order to give the parties a
"starting point" and for establishing who has the burden of persuasion
and proof when a prelimnary notion is filed under 37 CFR § 1.633.
Time is conserved by all involved, both parties and PTO personnel, when
the interference is declared properly in the first instance.



Deci si on

The petition is granted to the extent indicated and the interference
is remanded to the jurisdiction of the exam ner-in-chief for further
proceedi ngs consistent with the views expressed in this opinion

FN1. Conpare In re Di Leone, 436 F.2d 1033, 168 USPQ 598 (CCPA 1971)
(claim 11 held to be broader than witten description of the invention
in specification).

FN2. 37 CFR 8 1.633(a)--mpotion for judgnent on ground claim
corresponding to count is not patentable.

FN3. There are two obvious problenms with the | anguage of Claim 1.

First, the claimseemngly is broad enough to call for polynerizing

et hyl ene al one. Note the | anguage "ethylene or a m xture of ethyl ene
and anot her nmononer." On the other hand, the claimseemingly is limted
to preparing a "copolynmer." Second, it is not apparent what "nmethod" is
being clainmed. In point of fact, the claimseens to call for using a
copolynmer as an insulating material. Thus, the claimis perhaps
directed to an electrical conductor insulated with a copolynmer. Any
"indefiniteness" (35 U.S.C. 8§ 112, second sentence) in the Junior
Party's clains can be corrected in ex parte prosecution after the
interference is concl uded.

FN4. An "aromatic hydrocarbon” is a conpound which contains only carbon
and hydrogen atons. Thus, an aromatic hydrocarbon cannot have an ester
group or a hal ogen atom

FN5. U.S. patent 3,741,947 issued June 26, 1973.

FN6. U.S. patent 4,211,730 issued July 8, 1980.

FN7. Benzyl nethacryl ate and benzyl acryl ate.

FN8. Chl orophenyl cycl ohexene.

FN9. As will appear later in this opinion, a count should be drawn
broad enough to include all patentable subject matter falling within
all clainms designated to correspond to the count.

FN10. Argunents (a)(ii) and (b) nmade by the Junior Party did not--and
coul d not--persuade either the exanm ner-in-chief or the board to grant
the notion. There is no requirenent that the subject matter clained by
one party be described in the specification of the other party. The
only question is whether the subject matter clainmed by one party is the



same patentable invention as the subject matter clained by the other
party. See Aelony v. Arni, 547 F.2d 566, 192 USPQ 486 (CCPA 1977),
where the subject matter clained by the respective parties was not

di scl osed in the opponent's application. For this sanme reason, MKellin
is not relevant. After the CCPA' s decision in MKellin, a second
interference was decl ared between MKellin and Maltha. MKellin won the
second interference, thereby taking away from Maltha the subject matter
Mal t ha t hought he had won in the first interference. See Ex parte
Tytgat, 225 USPQ 907, 911-912 (Bd. App.1985). Thus, whereas MKellin

i nvol ved proceedings after an interference, here we are concerned with
proceedi ngs during an interference. One object of an interference
shoul d be to avoid a second interference, as unfortunately occurred in
McKel | n.

FN11. The statenent by the exam ner-in-chief is only partially correct.
The exami ner deternined that an interference existed only between the
subject matter of the Junior Party's claim 15 and the Senior Party's
clains 1-4.

FN12. A motion to redefine an interference does not necessarily have to
be supported by "evidence.” Thus, 37 CFR 8§ 1.637(c)(4)(ii) requires
the noving party to "[s]how the claim|[sought to be designated as not
corresponding to the count] does not define the sane patentable

i nvention as any other claimdesignated ... as corresponding to the
count." A party may be able to make a necessary showi ng with argunent.
However, where the noving party is in possession of the necessary

evi dence, there is no legitimte reason why it should not be presented
with the nmotion. If the notion is not acconpani ed by then avail abl e
proof of a material fact, no further evidence should be received in the
interference in connection with the issue raised in the motion. 37 CFR
§ 1.639. It was not the intention of the "new' rules to permt routine
requests to take testimony in lieu of presenting tinely affidavits and
ot her avail able proof of material facts with the notion.

FN13. The use of the word "issue" should be avoided in interference
papers to mean "count." Confusion will be nmininmzed if parties and the
board use the terns defined in 37 CFR § 1.601 when possible. The term
"count" is defined in the rules; the term"issue" is not.

FN14. The exam ner does not declare an interference. Only an exam ner-
i n-chief can declare an interference.

FN15. The exam ner has never determ ned that the subject matter of the
Junior Party's clains 2, 13, or 14 is patentable. In fact, clains 2,
13, and 14 stand rejected.

FN16. The exam ner did not make this designation. Apparently, the

desi gnation was made by the exam ner-in-chief. The basis for the

exam ner-in-chief's decision, contrary to the exam ner, that clainms 2,
13, and 14 define the same patentable invention as the rest of the
parties' clains is not apparent on the record.



FN17. The initial presunption that clains designated to correspond to a
count define the same patentable invention is one that rests on a

deci sion by an examiner in the first instance. In this case,
consultation at the petition level reveals that the exani ner did not
designate the Junior Party's claims 2, 13, or 14 to correspond to the
count, because he does not regard the subject matter of those clains to
define the sanme patentable invention as the subject matter of the
Senior Party's clainms 1-4 and the Junior Party's claim 15.

FN18. The "error" corrected was sonething nore than a nmere "clerical”
error.

FN19. An examiner may designate a rejected claimas corresponding to a
count provided:

(1) the claimcovers both patentable and unpatentabl e subject
matter;

(2) the patentable subject matter of the claimis to the sane
pat ent abl e i nvention as the count; and

(3) the unpatentable subject matter of the claimis not to the sane
pat ent abl e i nvention as the count.

The reason the rejected claimis designated as corresponding to the

count is to cause cancellation of the claimin the event the party
| oses the interference.

FN20. The "judgnent" constitutes a final agency decision that the
losing party is not entitled to a patent with clainms corresponding to a
| ost count.

FN21. This is a decision authorizing the exanminer to issue a patent to
the Senior Party containing clainms 1-4 unless it should devel op, based
on additional evidence, that those clainms are not patentable to the
Senior Party. It should be rare, indeed, that a reason should devel op
after an interference for rejecting clainms which the board has found
patentable to the winning party in an interference.
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