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ON PETI TI ON

This is a decision on the petition, filed May 12, 1989, which is
taken as a petition to withdraw the hol ding of abandonment.

The petition is granted.

Thi s application becane abandoned for failure to pay the full issue
fee on or before May 9, 1989.

On April 17, 1989, an increase in fees went into effect and the
Pat ent and Trademark O fice (PTO stated that the "amount of any fee
due and payable on or after April 17, 1989 is the anobunt set in this
rul emaki ng.” Since petitioner paid the old issue fee after the
effective date of the increased fees, the application was held to be
abandoned. Petitioner argues that this holding is inproper.

The petition indicates that the applicant paid the full issue fee
that was due and should not be required to pay the new i ssue fee or any
penalty for delayed paynent. The basis for this contention is the
patent |aw itself.

Section 151 of Title 35 sets out the procedures for issuing a patent.

If it appears that applicant is entitled to a patent under the |aw,
a witten notice of allowance of the application shall be given or
mai l ed to the applicant. The notice shall specify a sum constituting
the issue fee or a portion thereof, which shall be paid within three
nont hs thereafter.

Upon paynment of this sumthe patent shall issue, but if paynent is
not timely made the application shall be regarded as abandoned.

Any remaini ng bal ance of the issue fee shall be paid within three
nonths fromthe mailing of a notice thereof and, if not paid, the
patent shall |apse at the term nation of this three-nonth period. In
cal cul ati ng the anpbunt of a remaining bal ance, charges for a page or
| ess may be di sregarded.

First, Section 151 requires the PTO to provide patent applicants with
written notice that their patent application has been all owed. Second,
this notice nust specify a sum Third, this sumnust be paid within
three nonths (unless the delay is unintentional or unavoi dable).

Final 'y, any remai ni ng bal ance nust also be paid within three nonths of
notification.



In this case applicant paid the specified issue fee within the three-
mont h period. The only questions are whether his application went
abandoned because he did not pay the new higher issue fee and whet her
the O fice can require an applicant to pay the new higher fee after the
notice of allowance specified a | ower fee.

It has previously been assuned by the PTO that applicants were
required to pay the issue fee in effect on the day the fee was paid,
not the fee specified in the Notice of Allowance and |Issue Fee Due. If
the proper anobunt was not paid the application was abandoned and the
applicant could petition the PTO to accept |ate paynent of the issue
fee under 37 CFR 1.316(b) (unavoi dable delay) or 37 CFR 1.316(c)

(uni ntentional delay).

*2 This assunption has been challenged by the instant petition and it
has been determ ned that a change in Ofice policy is warranted. The
pl ai n | anguage of section 151 requires the Office to give the applicant
a witten notice on allowance which specifies a sum This sumwil|
constitute "the issue fee or a portion thereof which shall be paid
within three nonths thereafter.... Upon payment of this sumthe patent
shall issue ..."

The O fice has the authority to require the applicant to pay the
i ntervening increase in the issue fee (35 USC 41). Further, Congress
has specifically provided the Ofice with an avenue to obtain increased
i ssue fees. First, the statute explicitly allows the Ofice to specify
initially only a portion of the issue fee. Second, Congress has
provi ded neans to obtain any remai ning portion or the issue fee not
initially specified. If the balance of the issue fee (the new fee mnus
the old fee) is not paid within three nonths of notification, the
patent shall | apse.

The policy of the Ofice will be that if the fee specified on the
Notice of Allowance and |ssue Fee Due is paid by the due date the

application will not be regarded as abandoned. Applicant will be sent a
noti ce of bal ance of issue fee due and given three nonths to pay the
remai nder of the issue fee. The patent will lapse if the bal ance of the

issue fee is not paid within the allotted three nonths.

In accordance with the above-stated policy, petitioner is required to
pay a bal ance of issue fee of $30. Petitioner has submitted a $120
petition fee, which is unnecessary for a petition under 37 CFR 1.181
Accordingly, the required $30 will be subtracted fromthe fee
submitted. Petitioner may request a refund of the remmining $90 by
writing to the Ofice of Finance. A copy of this decision should
acconpany petitioner's request.

The application file is being forwarded to Publishing Division to be
processed into a patent.
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