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ON PETI TI ON

This is a decision on the RENEWED PETI TI ON UNDR 37 C. F. R. SECTI ON
1.316(b) FOR ACCEPTANCE OF LATE PAYMENT OF AN | SSUE FEE, filed July 28,
1988.

The petition is GRANTED

Backgr ound

The Patent and Trademark O fice (PTO file of the captioned
application shows that a Notice of Allowance and |ssue Fee Due
contai ning the statenents, "THE | SSUE FEE MUST BE PAID W THI N THREE
MONTHS FROM THE MAI LI NG DATE OF THI' S NOTI CE as i ndi cated above. The
application shall otherw se be regarded as ABANDONED." was mailed to
counsel for petitioners on April 5, 1985. [FN1l] The issue fee was due
no later than July 5, 1985,

On August 19, 1985, a Notice of Abandonment was mailed to counsel for
petitioners inform ng themthat the applicati on was abandoned due to
the "failure to pay the required issue fee within the statutory period
of three (3) nonths fromthe mailing date of 4-5-85 of the Notice of
Al |l owance. "

On Cctober 9, 1986, there was filed a PETITION UNDER 37 CFR 1.137(a)
FOR REVI VAL OF ABANDONED APPLI CATION. In that paper, it was stated that
a declaration of the supervisor of the incom ng nmail and docketing
depart ment acconpanying the petition established "that the delay was
unavoi dabl e.” The abandonment came to our attention only recently when



our newmy activated conputer brought up the fact that we had received
no reply to our January 16, 1985 anendnent." See note 1. There was
filed al so an unexecuted copy of a TERM NAL DI SCLAI MER di scl ai ming "t he
term nal 16 nonths of the termof any patent granted on the above-

i dentified application or on any application which is entitled to the
benefit of the filing date of the application under 35 U . S.C. 120."

[ FN2]

On Decenber 16, 1986, the PTO dismi ssed the October 9, 1986 petition
and asked for additional evidence. The decision on petition contained
the comment that the initial petition had not been acconpani ed by an
adequate showi ng of the cause of unavoi dabl e delay. The deci sion on
petition indicated generally what type of information was necessary to
establish unavoi dabl e delay. The format of the submitted termna
di scl ai mer was found "not acceptable." Petitioners were infornmed that a
substituted term nal disclainmer was required and that the "period to be
disclained will be 19 nonths, if pronmptly filed." (Enphasis added.)

The decision on petition also contained the follow ng paragraph
If reconsideration on the nmerits of this petition is desired, an

adequat e showi ng of unavoi dabl e del ay and an acceptabl e Term na
Di scl ai mer nust be submitted pronptly under a cover letter entitled
"Renewed Petition under 37 CFR 1.316(b)." No additional fee for del ayed
payment is required. (Enphasis added.)
*2 On March 8, 1988, there was filed a RENEWED PETI TI ON UNDER 37 C. F. R
1.316(b) FOR REVI VAL OF ABANDONED APPLI CATI ON AND ACCEPTANCE OF LATE
PAI D | SSUE FEE and supporting docunentation. [FN3] In the renewed
petition, counsel for petitioners traversed the need for a substitute
termnal disclainmer. After being told that the application seria
nunber appearing on the submitted docunment was in error, a new executed
term nal disclainmer was filed April 8, 1988 disclaimng 33 nonths from
the termof any patent that may i ssue fromthe application

The renewed petition was dismissed in a decision mailed April 25,
1988 and reading, in pertinent part,

On Decenber 16, 1986 the Patent and Trademark O fice dism ssed a
prior petition and asked for additional evidence. That decision
concluded by indicating that if reconsideration was desired, the
additional material requested had to be filed pronptly. The renewed
petition was filed nore than fourteen (14) nonths after the previous
deci sion. An adequate explanation for the apparent |ack of diligence is
required. (Original enphasis.)

On July 28, 1988, there was filed a RENEVWED PETI TI ON UNDER 37 C. F. R
SECTI ON 1. 316(B) FOR REVI VAL OF ABANDONED APPLI CATI ON. Acconpanyi ng the
second renewed petition was a declaration of G Lloyd Knight setting
forth an expl anation of why no petition seeking reconsideration of the
Decenmber 16, 1986 decision on petition had been filed until March 8,
1988. M. Knight declared that he had been registered to practice
before the PTO since 1954 and "never had a single patent application go
abandoned for failure on [his] part to take sone action in a tinely
fashion." He declared also that, after his law firm becane aware,
begi nning in the sunmer of 1986, of the nunber of patent applications
that had unintentionally becone abandoned, the firm deci ded to appoint
one senior partner to oversee and handle the efforts to secure reviva
of such applications. He was that senior partner. M. Knight declared
also that, in sone of the cases in which he filed a petition to revive,



the PTOdid not in its decision, if adverse, on such a petition
require that any request for reconsideration or renewed petition be
submtted "pronptly." M. Knight further declared that his
i npression fromreading this Decenber 16, 1986 decision was the

same as [ [his] inpression fromreading ... [the] previous decisions,

., nanely that the issue of whether or not the application would be
revived did not require the request for reconsideration or renewed
petition to be filed pronptly and that the only penalty that night be
i mposed if the renewed petition were not filed pronmptly would be a
| onger period of tine for the Terminal Disclainer. Accordingly, [he]
wor ked on the renewed petition in this case, in the sane manner as for
t he other cases [he] was working on, taking themup with the diligence
and attention [he] felt were appropriate under all the circunstances.
These circunstances included the inportance of having one senior
partner, nanely, [himself], overseeing the efforts of the firmto
secure revival of these applications, and the possible interrelation of
the events giving rise to their abandonnent. That inposed a significant
burden on [hin], as evidenced by the nunmber of petitions, renewed
petitions and declarations that [he] prepared and filed in 1987 and
1988.

*3 The declaration of M. Knight also points out that he was Chairman
of the Management Group of the law firmduring 1987, which required him
to spend many hours daily dealing with law firmmatters. M. Knight
al so maintained a full prosecution docket during the period, worked 10
to 12 hours a day during the week (2 to 4 hours on each weekend day),
and took little vacation during the period.

Anal ysi s

The pertinent statutory provision applicable to the issue presented
by this petitionis 35 U. S.C. 151, and particularly the |ast paragraph
t hereof which reads as foll ows:

I f any paynent required by this section is not tinmely nade, but is
submitted with the fee for del ayed paynent and the delay in paynment is
shown to have been unavoi dable, it nay be accepted by the Conm ssioner
as though no abandonnent or | apse had ever occurred.

VWil e the concept of unavoi dable delay has been an integral part of the
patent |law since it was first introduced in 1861, there is a dearth of

| egi slative history that m ght provi de sone gui dance as to what was

i ntended by Congress in using the terns "unavoi dabl e delay." The
guestion of whether an applicant's delay in prosecuting an application
was unavoi dabl e must be deci ded on a case- by-case basis. Smith v.

Mossi nghof f, 213 USPQ 977 (D.C. Cir. 1982).

The patent |aw requires an applicant to prosecute a patent
application with reasonable diligence. As noted in Planing Machi ne Co.
v. Keith, 101 U.S. 479 (1879):

The patent |law favors neritorious inventors by conditionally
conferring upon themfor a limted period exclusive rights to their
inventions. But it requires themto be vigilant and active in conplying
with the statutory conditions. It is not unm ndful of possibly
intervening rights of the public. ... all applications nust be
conpl eted and prepared for exami nation within two years after the
petition is filed, unless it is shown to the satisfaction of the



Commi ssi oner that the delay was unavoi dable. Al this shows the
intention of Congress to require diligence in prosecuting the clainms to
an exclusive right.

The diligence required pertains to the act(s) required of applicant
to respond to any outstanding Office action or requirenent so that the
PTO can take appropriate action in conpleting the exam nation of the
application. As noted by a | eading scholar on patents: [FN4]

Every application pending in the Patent Office is presuned to be
awai ting sonme act, either on the part of the Ofice or of the
applicant, which will advance it to the next stage of the proceedings;

The "inaction" of the applicant is ... his failure to performthe
act devol ving upon himin order to advance his case.

The concept of diligence in pursuing a patent is further enbodied in
the provisions of 37 CFR 1.316(b) which require that a petition to
accept |ate paynent of the issue fee be "pronptly" filed after
applicant is notified or otherw se becones aware of the abandonnent.
Once an application goes abandoned, it is incumbent on applicant to act
with diligence in providing the response necessary to continue to
process the application in the normal course of exam nation. Unless and
until the Comm ssioner accepts an applicant's response as sufficient
and conplete to take further action in the application, the application
remai ns abandoned and the burden continues to rest with applicant to
exercise diligence.

*4 The delay in nmaking paynent of the issue fee relates not only to
the period of tine fromthe requirenent to nake paynent to the actua
recei pt of payment, but also includes the period of time which is
required for applicant to file a petition to accept |ate paynent of the
i ssue fee that can be accepted by the Conm ssioner as showi ng that the
del ay in paynment was unavoidable. It is only after the receipt of the
i ssue fee and a showing that the delay was unavoi dabl e that the
Conmi ssi oner would take further action in the normal processing of the
application to a patent grant. Hence, the showi ng of unavoi dabl e del ay
nmust enbrace the period fromthe tinme the action by the Ofice
requiring a response by applicant to the tinme both the response and a
showi ng of unavoi dabl e del ay acceptable to the Comm ssioner is filed.
Ex Parte Naef, 1905 Dec. Commir Pats. 121 (Commir 1905). In Ex Parte
Rut henburg, 1906 Dec. Commr Pats. 90 (Comm r 1905) Commi ssioner Allen
remar ked:

It is noted that the delay of one year after the notice to the
applicant after the case was abandoned does not place himin an
equi tabl e position to demand any | eniency in considering the question
whet her or not he has conplied with the rule requiring diligent and
proper prosecution of a case.
At the time of the Ruthenburg decision, the statutory period for
responding to an Office action was one year. Commi ssioner Allen used
this one-year period after notice as a benchmark for eval uating
diligence. See also Ex Parte Hanson, 20 Gour 71:21 wherein a delay of
nore than a year in filing a petition to revive was held to be
excessive, resulting in a denial of the petition to revive. Finally,
the decision reported in Rosenberg and Parker-Kal on Corporation v. Carr
Fast ener Conpany, 10 USPQ 106, 108 (2d Cir. 1931) illustrates a
situation where the petition to revive an abandoned application was
deni ed because the showi ng did not establish that the delay between the
first and subsequent petition to revive of 25 nonths was unavoi dabl e.



The test which is nost often applied in determ ning whether the del ay
of an attorney in seeking to revive an application fromits abandoned
status has been unavoi dable within the neaning of the patent statutes
is whether the attorney has used such care and diligence as a prudent
and careful person would have used under the circunstances. Ex Parte
Pratt, 1887 Dec. Conmir Pats. 31 (Commir 1887); In re Mattullath, 38
App. D.C. 497 (D.D.C. 1912). The notice to pay the issue fee in this
application was mailed April 5, 1985. The issue fee was paid on Cctober
9, 1986, and the npbst recent attenpt to denonstrate that the delay in
paynment was unavoi dable was filed on July 28, 1988. Petitioner cites a
heavy workl oad by the attorney handling the petition in the present
application as being a factor in causing the delay. The attorney's
preoccupation with other matters that took precedence over respondi ng
to the dism ssal of the petition mailed Decenber 16, 1986 in this case
does not justify a lack of diligence in filing the renewed petition
until March 8, 1986. Smith v. Dianond, 209 USPQ 1091 (D.D.C. 1981).

*5 The | ack of diligence denpnstrated by the attorney in charge of
the petition to revive appears to have been a consci ous decision on his
part based on the belief that any delay after paying the issue fee
could be cured by filing a term nal disclainer equivalent to the period
of abandonnent of this application. While the Ofice does have a policy
of requiring a termnal disclaimer in those situations where there has
been a delay of nobre than six nonths in filing a petition to revive an
application that has becone abandoned [[37 CFR 1.316(d)], the term na
di scl ai ner has never been authorized or set forth in the rules as a
substitute for a showi ng of unavoi dabl e delay. |ndeed, such an
interpretation and a delay of nore than 14 nonths in filing the renewed
petition are contrary to the traditional concept of reasonable
diligence, are contrary to the explicit requirement of 37 CFR 1.316(Db)
that a petition to accept |ate paynment be filed pronptly, and are
contrary to the explicit notice in the decision of Decenber 16, 1986,
that the renewed petition be filed pronptly.

Petitioners also provide copies of numerous petition decisions which
fail to require that the renewed petition be filed pronptly. None of
the decisions cited either include a requirenment for a pronpt response
or relate to petitions under 37 CFR 1.137(a) or 1.316(b). Rather, the
deci si ons address requests to wi thdraw the hol di ng of abandonnent or
with petitions to revive for unintentional abandonment under 37 CFR
1.137(b). These latter petitions are not subject to the specific
requi renent that they be "pronptly" filed.

The offer to file a terminal disclainmer in this application to reduce
the termof the patent because there was a delay in filing a petition
to reinstate does not serve to obviate the potential harmthat can be
caused by delay in the issuance of a patent. A patent issuing with a
shortened termmay still issue at a tinme when a full industry has built
up and flourished without any bl ocking patents to be taken into
account. In Application of Herring, 17 F.2d 683 (D.C. Cir. 1927), the
court, after affirm ng the decision of the Conm ssioner not to revive
an abandoned patent application, remarked:

When this applicant pernmitted his application to becone abandoned,
ot her inventors were engaged in the devel opnent of this art, and it is
common know edge, as pointed out by the Comm ssioner, that within a
conparatively short tinme their efforts were crowned with success. In
t hese circunstances, pronpt action was demanded of this applicant. To



permit himnow, after his long and i nexcusable delay, to revive his
abandoned application, mght result in very serious injustice to those
i nventors who perservered to the goal of success.

This is not to say that the situation in this case is identical to the
facts in Herring. There comes a tine, however, when the objectives of
the patent system are not achi eved by an apparent disregard for the
need to take action in a reasonable period of tine. Herring illustrates
the need to preserve the policies that encourage diligent behavior

*6 While the above analysis is considered to be a correct analysis of
the letter and intent of the |aw on unavoi dabl e del ay, the Patent and
Trademark Office has not acted in a way in the past that necessarily
woul d be characterized as consistent with this analysis. Thus, the
term nal disclainmer practice that petitioner has relied upon appears to
have been announced in a notice [FN5] published in January 1972, the
subst ance of which has been incorporated in MP.E. P. 203.08, that
i nked the concept of diligence with the filing of a termna
di scl ai ner as foll ows:

In an effort to sharply reduce the volunme and need for status
inquiries, the past policy that diligence nust be established by naking
timely status requests in connection with petitions to revive is hereby
di sconti nued.

When an application has been abandoned for an excessive period
before the filing of a petition to revive, an appropriate term na
di scl ai mer may be required.

Li kewi se, in amending the rules related to petitions to revive an
abandoned application or accept |ate paynment of an issue fee in 1982,
the PTO again |inked the concepts of a pronpt (diligent) filing of a
petition with the filing of a term nal disclainmer as follows: [FN6]

Paragraph (c) requires that any petition for revival under
par agraphs (a) or (b) of § 1.137 be pronptly filed and that a ternina
di scl ai ner, equivalent to the period of abandonnent of the application
be filed with any petition filed nore than six nmonths after the date of
abandonnent .

Par agraph (d) [of Section 1.316] is added to require a term na
di scl ai ner equi valent to the period of abandonnent of the application
where any petition under this section is not filed within six nonths of
t he date of abandonnent.
While it was not the intent of the PTOto pernmt a petitioner to cure a
| ack of diligence in providing all the necessary requirenments to accept
| ate paynment of an issue fee, as suggested by petitioner in the instant
case, such an understanding is not unreasonable in |ight of past
actions by the PTO and the absence of clear guidance on this issue.

Petitioner has adequately explained the reasons that the issue fee
was not paid within the time period set in the Notice nmailed April 5,
1985, and has forthrightly provided a detail ed expl anation of the
activity and notivations that guided the activity that was undertaken
to request the Commi ssioner to accept |ate paynent of the issue fee.
Under the circunstances of this case, the delays in paynent of the
issue fee and in providing the information necessary to accept late
paynment [based, in part, on petitioner's reasonable m sunderstandi ng of
the policy and practice of the PTQO are considered unavoi dable within
the neaning of 35 U.S.C. 8§ 151. In re Decision Dated February 18,
1969, 161 USPQ 383 (Ass't Commr. 1969). In the future, a
practitioner's diligence in seeking to revive an abandoned application



or accept a late paynent of an issue fee will be considered in
determ ni ng whet her any del ay was unavoi dable. A term nal disclaimer
wi Il not be accepted as a substitute for diligent conduct.

Deci si on

*7 Based on the facts presented in this record and for all the
reasons di scussed above, it is concluded that the delay in payment of
the issue fee in this application was unavoi dable within the nmeani ng of
35 U.S.C. 151. Accordingly, the petition to accept |ate paynent of the
i ssue fee i s GRANTED

FN1. The Notice of Allowance and |ssue Fee Due was mmiled after PTO
review of an anmendnent filed January 16, 1985 and after a March 27,
1985 tel ephone conversati on between the patent exam ner and an attorney
for petitioners regarding mnor claimchanges that would be nade by an
exam ner's anmendnment to place the application in condition for

al | owance.

FN2. The executed TERM NAL DI SCLAI MER was filed Novenber 4, 1986; the
application Serial No. was incorrect in both the executed and
unexecut ed versions. The TERM NAL DI SCLAI MER was fil ed because 37
C.F.R & 1.316(d) requires, in those instances where a petition to
accept |ate paynment of an issue fee is filed after six nonths of the
date of abandonment, the filing of a terminal disclainmer "dedicating to
the public a terminal part of the termof any patent granted thereon
equi val ent to the period of abandonment of the application.”

FN3. The renewed petition was filed alnost fifteen nonths after the
mai | i ng of the Decenber 16, 1986 decision on petition

FN4. Robi nson, Treatise on the Law of Patents, 8§ 576 (1890).

FN5. 893 OFf. Gaz. Pat. Off. 810 (January 1972).

FN6. 1021 Off. Gaz. Pat. Of. 32 (August 10, 1982).
17 U.S.P.Q 2d 1155
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