Commi ssi oner of Patents and Trademarks
Patent and Trademark O fice (P.T.QO)

RE: TRADEMARK REG STRATI ON OF BONBONS BARNI ER S. A.
90-121
August 24, 1990
*1 Petition Filed: My 30, 1990

For: BARN ER
Regi stration No. 1,271, 338
| ssued: March 20, 1984

Attorney for Petitioner

Neil F. G eenbl um

Sandl er, G eenblum & Bernstein

Jeffrey M Sanuel s

Assi stant Conm ssi oner for Trademarks

On Petition

Bonbons Barnier S.A has petitioned the Conm ssioner for an order
accepting a declaration attesting to continued use of the above-
referenced mark. The affidavit was filed to maintain the |listed
registration and was rejected as insufficient by the Affidavit-Renewa
Exam ner. Review of this petition is appropriate under Tradenmark Rul es
2.146 and 2.165, 37 CF.R 8§ § 2.146 and 2.165.

Fact s

The registration in question issued March 20, 1984. Pursuant to
Section 8 of the Trademark Act, 15 U.S.C. § 1058, registrant was
required to file, between March 20, 1989 and March 20, 1990, an
affidavit or declaration either (1) attesting to continued use of the
mark in commerce, or (2) admitting nonuse and expl aining the
ci rcunmst ances whi ch nade nonuse excusabl e.

On March 19, 1990, registrant submitted a declaration attesting to
the fact that the mark in the registration "has been in continuous use
in comrerce between France and the United States as evidenced by the
attached speci nen showing the mark as currently used."” Though the
caption for the declaration noted that the mark was registered in
international class 30, neither the caption nor the declaration itself
listed the specific goods for which the nmark is being used.

In an action issued May 15, 1990, the Affidavit-Renewal Exam ner
refused to accept the declaration and noted: "The goods were omitted. A
registrant nust file an affidavit setting forth the goods or services



recited in the registration on or in connection with which the mark is
in use in commerce before expiration of the sixth year foll ow ng the
registration date. Since the statutory period for filing this affidavit
has expired, the registration will be cancelled."

Trademark Rule 2.165(a)(2), 37 C.F.R § 2.165(a)(2), states that a
request for reconsideration shall be a condition precedent to a
petition to the Commissioner to review a refusal of an affidavit,
unl ess the first action refusing the affidavit directs the registrant
to petition the Conm ssioner for relief. The refusal herein did not so
direct the petitioner. However, registrant did call the Affidavit-
Renewal Exam ner to discuss the rejection of the declaration and was
advised to file the instant petition. Thus, the petition is deened
properly filed.

Deci si on

1. The Requirenments of the Statute and Rul es

Section 8 of the Trademark Act, as anmended by the Trademark Law
Revi sion Act of 1988 (effective Novenber 16, 1989), in pertinent part
st ates:

*2 That the registration of any mark under the provisions of this

Act shall be cancelled by the Comn ssioner at the end of six years
following its date, unless within one year next preceding the
expiration of such six years the registrant shall file in the Patent
and Trademark Office an affidavit setting forth those goods or services
recited in the registration on or in connection with which the mark is
in use in commerce.... (enphasis added)

Rule 2.162, 37 CF.R § 2.162, in pertinent part states:

The affidavit or declaration ... nust: (e) State that the
registered mark is in use in commerce, list the goods or services
recited in the registration on or in connection with which the mark is
in use in comerce, and specify the nature of such commrerce...

2. The Exanminer's Rejection of the Declaration was Proper

The Trademark Act requires an affidavit or declaration to be filed
within the sixth year follow ng registration. However, a defect which
does not relate to a statutory requirenment may be corrected within the
six nonths following the mailing date of the Office action rejecting
the affidavit or declaration and noting the defect. For exanple, if a
registrant fails to specify the type of conmerce in which its mark is
bei ng used, then the defect can be corrected subsequent to the six year
deadline for filing the declaration. The instant case, however,

i nvol ves a substantive deficiency.

The clear terns of the Trademark Act section here in issue require
the Section 8 affidavit or declaration to specify the appropriate goods
or services for which the mark remains in use in comrerce. Nonethel ess,
O fice policy does allow a registrant filing such an affidavit or



declaration to "incorporate by reference"” the identification of goods
or recitation of services set forth in the relevant registration
certificate. In the instant case, the registrant's declaration did not
list the goods for which the mark is being used and did not explicitly
i ncorporate by reference the identification set forth in the
registration certificate.

Regi strant, however, essentially argues that the declaration did
identify the goods, inferentially, through incorporation by reference.
Specifically, registrant notes that the mark in question was registered
for only one product, that the declaration "stated clearly that the
mark is in continuous use in comerce,” and that the speci mens
submtted with the declaration "showed use of the mark with the goods
of the application, nanely candies." Therefore, registrant reasons, the
statement of use in the declaration nust be interpreted and read as a
statement attesting to use of the mark for the goods listed in the
registration, i.e., "candies."

The Trademark Act expressly requires the owner of a registration to
file "an affidavit [or declaration] setting forth [the] goods or
services" for which the mark is used (enphasis added). This express
requi renment of the statute must be read as applying to al
regi strations, whether they list one itemin one class or a nultitude
of itenms in a variety of classes. The requirenent is not net through
the filing of a declaration that fails to identify the goods, even if
acconpanyi ng specinens do identify the goods, because the statute
requires the affidavit or declaration itself to "set forth" the goods.
Accordi ngly, the Examiner acted properly when she rejected the
decl aration for non-conpliance with the requirenents of the statute.

*3 Trademark Rule 2.146(a)(3) permts the Conm ssioner to invoke his
supervi sory authority in appropriate circunstances. However, the
Conmi ssioner will reverse the action of an Exam ner in a case such as
this only where there has been a clear error or abuse of discretion. In
re Richards-W I cox Manufacturing Co., 181 USPQ 735 (Comm r Pats.1974);
Ex parte Peerless Confection Co., 142 USPQ 278 (Comm r Pats.1964).
Since, in this case, the Exanminer did not commit clear error or abuse
her discretion, the refusal to accept registrant's declaration will not
be reversed.

Concl usi on

The petition is denied. The registration will be cancelled in due
course. Should petitioner wish to file a new application for
registration of its mark, the O fice will, upon request, expedite

handl i ng of the application. See Trademark Manual of Exam ning
Procedure, § 1102.03.
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