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BACKGROUND

*1 F. Wesley Turner ("Turner") appeals to the Comr ssioner of Patents
and Trademarks under 37 CFR § 10.155 froman Initial Decision of the
Chi ef Administrative Law Judge of United States Departnent of Conmerce
(Hon. Hugh J. Dol an), in a disciplinary proceedi ng under 37 CFR Part
10.

The Director of the Ofice of Enrollnment and Discipline ("OED")
charged Turner with three Counts of m sconduct:

Count 1

In holding himself out as a nenber of a partnership by using the
firmname "“Turner, Murray & \Wisenhunt" on letterhead in a manner
implying or stating that a partnership exists or existed, and that
menbers of said partnership were authorized to practice law in the
state of New York, Respondent did fail and/or refuse to exercise his
duty to refrain from conduct involving dishonesty, fraud, deceit or
m srepresentation which is required of those registered to practice
before the PTO

Count 2

In failing or refusing to comunicate with and return tel ephone
calls to clients and/or failing or refusing to pronptly provide patent
searches for which Respondent had been retained by clients, Respondent
engaged in unethical conduct.

Count 3

In failing and/or refusing to cooperate with the Ofice of
Enrol Il ment and Discipline in connection with investigations by [not]
respondi ng to questions posed to him Respondent engaged in unethica



conduct .

The Director requested that Turner be suspended or excluded from
further practice before the Patent and Trademark O fice. The ALJ's
Initial Decision was rendered on October 2, 1990, in which the ALJ
ordered that Turner be barred fromfurther practice before the Patent
and Trademark Office.

The ALJ held in the Initial Decision that Turner never filed a proper
Answer. Al so, no hearing before the ALJ was ever held. The Initia
Deci sion noted at 8:

This is essentially a default decision. For nore than three years
t he Respondent has avoided direct and tinmely responses to the serious
guestions which have been rai sed.

The followi ng excerpt fromthe Initial Decision at 1-2 describes the
course of proceedings before the ALJ:

This is a disciplinary proceeding initiated under 35 U S.C. § 32
and 37 C.F.R Part 10 against a patent agent [Footnote omitted.]
regi stered to practice before the Patent and Trademark O fice (PTO
(Registration No. 26,059). In the Conplaint and Notice of Proceeding
under 35 U.S.C. 32 dated Cctober 20, 1989, Respondent is charged with
three counts of m sconduct. The conpl aint was returned by the U.S.
Postal Service and a second copy was renmiled to Respondent on Novenber
22, 1989. Since an answer was not filed within the required 30 days,
Respondent was found to be in default by order of the Administrative
Law Judge on Novenber 28, 1989. At the request of the Director, the
order was withdrawn on Decenber 5, [1989] based upon the failure to
ef fect service. The copy of the conplaint also was returned and service
was made by publication in the Oficial Gazette for four weeks starting
on January 30, 1990 and endi ng on February 20, 1990.

*2 On March 6, 1990, Respondent called Counsel for the Director and
requested a copy of the conplaint. Another copy of a conplaint was
mai |l ed by the Director to Respondent on March 9, 1990. On April 4,
1990, Respondent requested a 30-day extension of tinme to file an
answer. On April 5, 1990, Respondent filed a prelimnary answer denying
all counts. On April 9, 1990, the unopposed request for an extension
was granted by the undersigned and Respondent was given until My 10,
1990 to respond indicating that "[n]o further extension should be
expected!"

On May 21, 1990, Respondent filed an answer which was rejected
together with the two prior answers in an order dated June 18, 1990.
The three answers failed to include the information required by 37
C.F.R part 10 and in particular, 37 CF.R 8§ 10.136. Respondent was
given until July 16, 1990 to file a proper answer and advi sed that no
further extensions would be granted.

On July 16, 1990, Respondent requested copi es of returned
correspondence referred to in the order of June 18, 1990 and i ndicated
that he would "continue [his] response after Septenber 3-7, 1990"
because he would be traveling fromJuly 16th - Septenber 3, 1990. This
response failed to conply with 37 CF.R 8§ 10.136(d) and in an order
dated July 25, 1990 the specific allegations in the conplaint are
deened to be adnmitted and consi dered proven.

In his order of July 25, 1990, the ALJ stated that the parties would
have 30 days to file their respective pre-adjudication argunents, and
woul d thereafter have an additional 15-days to file any rebuttal. Al so,
the ALJ stated that the record will close for the Initial Decision as
of October 1, 1990.



In response the ALJ's Order, the Director tinely filed his pre-
adj udi cati on arguments, while Turner filed only a fourth "Answer" after
busi ness hours on October 1, 1990. Regarding Turner's subm ssion, the
Initial Decision at 8 n. 7, stated:

After business hours on October 1, 1990, a fourth filing titled
"Answer To A Conplaint And Notice of Proceeding Under 35 U.S.C. 32" was
received by facsinmle in the Ofice of the Admi nistrative Law Judge. It
does not constitute an Answer to the Conplaint under the applicable
regulation 37 C.F.R § 10.136 and, as such, it is rejected. The filing
is principally a conplaint that the Agency has not furnished himwth
copies of his own records which he apparently has not maintai ned. He
has not shown any follow up nor made a request to this Tribunal to
obtain these documents for over three nonths. Nor did he file exception
to the Order of July 25, 1990 which set the schedule for processing
this matter. His untinmely request for a further extension is denied.

The tel ephone log of this office reflects that Respondent placed
calls to the Ofice of the Admi nistrative Law Judge on Septenber 28 and
October 1, 1990. The Administrative Law Judge was not in the office on
Sept enber 28. On October 1, the calls were returned by a staff memnber.
Respondent shoul d have been and was nade aware that "ex parte"
conversations are avoided and all comrunications relating to the
subst ance of the proceeding should be by witten subm ssion and pl aced
in the record. The nobst recent filing by Respondent contains no basis
for deferring the decision in this matter.

*3 The ALJ nmde the followi ng findings and conclusions of law (lInitia
Deci sion at 7-8):

Fi ndi ngs

1. F. Wesley Turner (Respondent) is an agent registered to practice
(Regi stration No. 26,059) before the Patent and Trademark O fice (PTO).

(Charge 1)
2. During May, 1985, Respondent used letterhead of the law firm of
Turner, Murray and Whi senhunt.

3. The law firm of Turner, Mirray and Wi senhunt does not exist.

4. During May, 1985, Respondent knowi ngly held hinself out as a
partner of a non-existent law firm

5. During May, 1985, Respondent knowi ngly held hinself out as a
partner of a non-existent law firmto several clients for whom he

agreed to performa patentability search and prepare a patent
application.

(Charge 2)

6. Respondent did not pronptly conduct a patentability search for the



Schwart zes.

7. Respondent did not pronptly return tel ephone calls fromthe
Schwart zes.

8. When he failed to performthe search, respondent did not return
the full anpbunt of the retainer fee to Dr. Schwartz.

9. Respondent did not pronptly return tel ephone calls fromM. Arnel.

10. When he failed to performthe search, Respondent did not pronptly
return the retainer fee to M. Arnel.

(Charge 3)

11. Respondent failed to return the conpleted questionnaire fromthe
O fice of Enrollnment and Discipline.

Concl usi ons of Law

(Charge 1)

1. Respondent's letterhead referring to a non-existent law firm
violated 37 CF.R § 10.35(b).

2. Respondent's use of the name of a non-existent |law firm was
conduct involving dishonesty, fraud, deceit and m srepresentation in
violation of 37 CF.R § 10.23(b)(4).

3. Respondent's knowi ngly giving false and m sl eading information
about the status of his law firmto two clients in connection with
conducting a patent search and preparing a patent application violated
37 CF.R 8§ 10.23(c)(2)(i).

(Charge 2)

4. Respondent's failure to pronptly performa patent search for the
Schwartzes, to pronptly return their tel ephone calls and to pronptly
return their retainer fee violated 37 CF.R § 10. 84.

5. Respondent's failure to pronptly performa patent search for M.
Arnel, to pronptly return his telephone calls and to pronptly return
his retainer fee violated 37 C.F. R § 10. 84.

(Charge 3)

6. Respondent's willful failure to pronmptly return to the Ofice of
Enrol Il ment and Discipline a conpleted questionnaire violated 37 C.F. R
§ 10.23(c)(16).



Gener al

7. The three charges are supported by clear and convincing evidence.
37 CF.R § 10.149.

The ALJ al so concluded (Initial Decision at 9) that Turner viol ated
di sciplinary rules DR1-102(A)(4) and DR2-102(C) of the Code of
Pr of essi onal Conduct of the American Bar Association

OPI NI ON

*4 Chapter 1, Part 10, of Title 37 of the Code of Federal Regul ations
governs the conduct of practitioners before the Patent and Trademark
Ofice, and was first pronulgated in 1985. The effective date of al
provisions of Part 10 was March 8, 1985. See 50 Fed. Reg. 5158 (Feb. 6,
1985). Since Turner's conduct underlying all three Counts occurred
subsequent to the effective date of Part 10, revieww |l be limted to
solely the applicable provisions of Part 10. Thus, whether Turner's
conduct al so separately violates certain disciplinary rules of the Code
of Professional Conduct of the American Bar Association is not at
i ssue. Since the ALJ applied the applicable provisions of 37 CFR Part
10, his further discussion of DR1-102(A)(4) and DR2-102(C) of the Code
of Professional Conduct of the Anerican Bar Association was necessary.

A decision in this appeal is based on the adm nistrative record
before the ALJ. 37 C.F.R § 10.155(b) Accordingly, subm ssion of new
evi dence not previously before the ALJ is inappropriate.

O the twenty-six Respondent's Exhibits (1 through 26) submitted by
Turner in connection with this appeal, only eight are part of the
adm nistrative record before the ALJ--Respondent's Exhibit 1 (included
in Governnent's Exhibits 1 and 3); Respondent's Exhibit 2 (included in
Governnment's Exhibit 4); Respondent's Exhibit 3 (Respondent's
subm ssion of May 21, 1990, to the ALJ); Respondent's Exhibit 6 (sane
as Governnment's Exhibit 18); Respondent's Exhibit 8 (sane as
Government's Exhibit 15 before the ALJ); Respondent’'s Exhibit 11 (sane
as Governnent's Exhibit 9); Respondent's Exhibit 23 (sane as portions
of Governnent's Exhibit 9); and Respondent's Exhibit 25 (sane as
Governnment's Exhibit 19).

For purposes of this appeal, only Respondent's Exhibits 1, 2, 3, 6,
8, 11, 23, and 25 have been considered. Al other Respondent's Exhibits
are not a part of the administrative record before the ALJ;
accordingly, they have been seal ed and have not been considered. In
contrast, all of the Government's Exhibits were properly before the ALJ
and thus have been consi der ed.

There is no legitinate reason to reopen the disciplinary proceeding
in order to have the ALJ consider Turner's new subnissions. The
submi ssions are not of the "newy discovered" type which might justify
granting of new trials, and Turner has not denobnstrated that the
evi dence coul d not have been subnitted earlier and al so woul d have been



of significance.

Neverthel ess, the follow ng corments pertain to Respondent's Exhibits
9 and 10 which are both discussed in papers subnitted on appeal from
the ALJ's deci sion.

Respondent's Exhibit 9 is a copy of a photograph of Turner's office
[[submitted to show that it would be clear to new clients that Turner
was a sole practitioner]; it does not help Turner's cause. Nothing
requires that all partners in a law firmpractice at the sane address,
and the charge agai nst Turner stens frominproper use of |etterhead,
not fromany allegation that the office setting caused a fal se
i npr essi on.

*5 Respondent's Exhibit 10 is a copy of United States Patent No.
4,485,152, in which only Turner's nane is identified in the place for
Attorney, Agent, or Firm and which is allegedly customarily shown to
new clients[[submitted to show indication to new clients that Turner
was a sole practitioner]. It also does not help Turner's cause. On the
face of any issued patent, at the | ocation designated for
identification of Attorney, Agent, or Firm an attorney or agent of
record is free to list his or her own nane rather than the nane of the
partnership in which he or she practices. Also, whatever the patent
shows, the use of letterhead which fal sely suggest the existence of a
non- exi stent partnership is neverthel ess inproper.

A. Count 1, Non-Existent Partnership

Turner has not denied that on or about May 9, 1985, he prepared a
retai ner agreenment subsequently executed by Dr. Sidney Schwartz and his
son Paul ("Schwartzes"), on a |letterhead which bears the firm nane
Turner, Miurray & Whisenhunt. The agreenent refers to services to be
rendered including a patentability search and preparati on of a patent
application. The copy of the retainer agreenent in the record
(Governnent Exhibit 1) reflects that the wording "Attorneys at Law'

i medi ately follows the nane Turner, Mirray & Whisenhunt on the
| etterhead.

Turner al so has not denied that in May, 1985, he prepared a retainer
agreenent subsequently executed by M. Arnel, on a | etterhead which
bears the firmnane Turner, Mirray & Whi senhunt. The agreenent refers
to services including a patentability search and preparation of a
pat ent application. The copy of the retainer agreenent in the record
(Governnent Exhibit 2) reflects that the wording "Attorneys at Law'

i medi ately follows the nane Turner, Mirray & Whisenhunt on the
| etterhead.

Turner has not denied that the Schwartzes pursuant to their retainer
agreenent gave Turner a personal check, dated May 8, 1985, nade out to
Turner, Mirray & Whi senhunt as an advance paynent, and that the check
was cashed and endorsed with the firm s nane and Turner's name
(Governnent Exhibit 3). Turner also has not denied that pursuant to M.
Arnmel's retai ner agreement, M. Arnel gave Turner a check nmade out to
Turner, Mirray & Whi senhunt as an advance paynment, and that the check
was cashed and endorsed with the firnm s nane and Turner's nane



(CGovernnent Exhibit 5).

The ALJ found that during May, 1985, Turner used |etterhead of the
law firmof Turner, Murray and Wi senhunt. The retainer agreenment with
the Schwartzes and the retainer agreenent with M. Arnmel constitute
direct and nore than sufficient evidence in support of that finding. In
addition, the designation of Turner, Mirray & Whi senhunt as the payee
on the checks made by the Schwartzes and by M. Arnel, and the
endor senent of those checks by the firmname, give further support for
the ALJ's finding.

Turner adnmits that there is no business relationship between hinself
and Messrs. Murray and Wi senhunt (Answer, May 21, 1990, page 5). That
adm ssion manifestly supports the ALJ's finding that the law firm of
Turner, Mirray & Whi senhunt does not exist.

*6 The ALJ found that during May, 1985, Turner know ngly held hinself
out as a partner of a non-existent law firm the ALJ also found that
during May, 1975, Turner knowi ngly held hinmself out as a partner of a
non-existent law firmto several clients for whom he agreed to perform
a patentability search and prepare a patent application. The two
retai ner agreenents, one with the Schwartzes and one with M. Arnel,
together with Turner's admi ssion that there is no business relationship
bet ween he and Messrs. Murray and Wi senhunt, constitute nore than
sufficient evidence in support of those findings. In addition, the
desi gnation of Turner, Miurray & Wi senhunt as the payee on the checks
made by the Schwartzes and by M. Arnel, and the endorsenent of those
checks by the firmname, given further support for those ALJ findings.

Turner incorrectly argues that his use of the letterhead at issue is
protected by the first amendnent right to freedom of speech under the
first amendnent (Br. 1, January 10, 1991). Protected commercial speech
under the first anmendnent does not include that which is false,
deceptive, or msleading. Zauderer v. O fice of Disciplinary Counsel of
the Supreme Court of Chio, 471 U S. 626, 638 (1985); the |letterhead
involved in this case fal sely suggests that Turner practices in a non-
exi stent partnership.

Furthernore, in the admnistrative record there is a firmresune
(Governnment Exhibit 15) furnished by Turner to Dr. Schwartz (Initia
Decision at 3 n. 2). The resunme indicates that Turner is in a |law
partnership with Messrs. Miurray and Wi senhunt, and that the firm
i ncludes two other associate attorneys and a support staff of four non-
| awyers. Turner has not denied giving Dr. Schwartz the firmresume. Nor
has he taken a definite position on why the resune was given to Dr.
Schwartz. Rather, he argues (Br. 5, November 9, 1990):

It is possible that Respondent shared Respondents private and
personal conception of the type of persons and an organi zation that
Respondent had t hought could be of value to the | ocal business
interest, i.e., a 1983-84 associ ation/organizational that included
Robert Miurray and Fred Wi senhunt anong others. Pl ease Note:
Respondent's Exhibit 8 (which appears to be a duplicate of the PO s
Exhi bit 15). [Enphasis in original].

The argunent is without nmerit. There is no evidence in the record to
support the notion that Turner informed Dr. Schwartz that the
information on the firmresune is only a failed plan. Insofar as Turner
refers only to possibilities, it is equally possible that the firm



resume was given to Dr. Schwartz to establish a false inpression that
Turner practiced in a partnership.

Turner argues that the firmresune "lacks credibility as a possible
or probabl e 1985 publication since the foreign associate |ist does not
describe the foreign patent correspondents used by the Respondent -

Appel lant in 1985" (Br. 4 January 10, 1991). The argunent is without
merit. Wiile the firmresunme lists a nunber of foreign associates in

ot her countries, whether Turner actually used any of the listed foreign
associates in 1985 is not at issue. Nothing requires that the |ist

i nclude every foreign associate with which Turner has an on-goi ng

busi ness rel ati onshi p, and nothing prevents Turner from sending work to
soneone not appearing on the list. Furthernore, there is nothing in the
adm nistrative record to show whether none of the listed foreign

associ ates was used by Turner in 1985.

*7 In any event, Turner was not charged with inproper distribution of
the firmresunme. The resune evidence is consistent with and thus
supports the ALJ's findings concerning Turner's inproper use of
| etterhead.

Turner argues that throughout the period 1982-1986, he held hinself
out as a sole practitioner by consistently using the follow ng nanme and
busi ness address for all patent matters when corresponding with clients
and various Patent and Trademarks O fices including the United States
Pat ent and Trademark O fice (Br. 5, January 10, 1991):

F. Wesl ey Turner

125 Wl f Road, 5th Floor

Executive Law Offices 503-8

Al bany, New York 12205
The argunent has no nerit, because the charge relates to fal se
suggestion stenming from Turner's inproper use of |etterhead, and not
how Turner signed correspondence, or how his address was designated. In
addition, the administrative record does not include all of Turner's
correspondence in patent matters from 1982-1986.

Based on the foregoing evidence, the ALJ correctly concluded that:
(1) Turner's letterhead referring to a non-existent law firmviolated
37 CF.R 8 10.35(b); (2) Turner's use of the nane of a non-existent
law firmwas conduct involving dishonesty, fraud, deceit and
m srepresentation in violation of 37 CF. R § 10.23(b)(4); and (3)
Turner's knowi ngly giving fal se and m sl eadi ng i nformati on about the
status of his law firmto two clients in connection with conducting a
pat ent search and preparing a patent application violated 37 CF.R 8§
10. 23(c) (2) (i).

Section 10.35(b) of Title 37, Code of Federal Regul ations, states:
(b) Practitioners may state or inply that they practice in a
partnership or other organization only when that is the fact.

Section 10.23(b)(4) of Title 37, Code of Federal Regul ations,
prescribes that a practitioner shall not:
Engage in conduct involving dishonesty, fraud, deceit, or
nm srepresentation.

Section 10.23(c)(2) (i) prohibit a practitioner from
Knowi ngly giving false or m sleading information or know ngly



participating in a material way in giving false or m sleading
information, to [a] client in connection with any i medi ate,
prospective, or pending business before the Ofice.

Turner cites a discussion of the Court of Appeals of New York, New
York Crimnal and Civil Courts Bar Association v. Jacoby, 61 N Y. 2d
130, 460 N. E. 2d 1325 (1984). He argues that under Jacoby, the use of an
i nstitutional nanme conposed of surnanes is not representing that there
are lawyers bearing those nanes and adnitted in a particular
jurisdiction, or even that there are lawers in the institution who
bear such surnanes, admitted to practice anywhere.

Jacoby is not apposite to this case. It does not involve an
adm nistrative regulation such as 37 CF.R § 10.35(b) which
prescribes that a practitioner state or inply that he is in a
partnership only when that is a fact. Mreover, while there was an
actual partnership of |awers in Jacoby by the Institutional nanme, no
such partnership exists under the facts of this case. The issue here is
whet her the institutional name appearing on Turner's |letterhead,
Turner, Mirray & Whisenhunt, identifies a real partnership, not whether
there are persons naned Murray and VWi senhunt, and if so, where they
are admtted to practice | aw.

*8 In contrast, Florida Bar v. Hastings, 523 So.2d 571
(Fla.Sup.Ct.1988) is nore pertinent. Florida Bar is a disciplinary case
i nvolving DR 2-102(C), a disciplinary rule of the forner Code of
Pr of essi onal Responsibility of the Florida Bar, which provides:

A lawyer shall not hold hinself out as having a partnership with
one or nore other |awyers or professional corporations unless they are
in fact partners.

The respondent in Florida Bar, Hastings, stipulated that by practicing
| aw under the firm nane of Hastings and Gol dnman wi thout actually having
a partnership relation with M. Goldman insofar as ownership was
concerned, he violated DR 2-102(C)

Turner points out that in the retai ner agreenents he signed his own
name without also printing the institutional name before his signature.
Though that is true, the charges stemfromthe use of inproper
| etterhead, not fromrepresentations arising fromhow Turner's
signature was signed. That the firm nane does not again appear
i medi ately before Turner's signature does not negate the false
suggestion arising fromthe i nproper |etterhead that Turner practices
in a partnership.

Turner argues that the designation of Turner, Mirray & Whi senhunt as
t he payee on checks fromDr. Schwartz and M. Arnel and his endorsenent
of those checks by the firmnane may well be for reasons other than
noting that Turner was in a partnership. It is not necessary, however,
to guess, or to have findings on the precise reasons, why the firm name
was designated as the payee and why the checks were so endorsed.
Nevert hel ess, Turner's endorsenent of the checks is consistent with the
false inpression, if any, that Turner practices in a partnership
conveyed through i nproper use of l|etterhead, and does not undernine the
ALJ' s findings.

Turner's Answer of My 20, 1990, stated that "[Turner] advised
referrals that [he] was a sole practitioner who was registered to



practice before the US Patent and Trademark office in regard to patent
matters."” Turner argues that his Answer of May 20, 1990, al so stated
that he specifically pointed out to new referrals that the surnanmes
Murray and Whi senhunt nerely reflected know edgeabl e contacts in
Arlington, Virginia. Turner also argues that his Answer of My 20,
1990, indicated that he frequently shared with new referrals the

i nformati on that Messrs. Murray and Wi senhunt were only acquai ntances
who agreed to work with Turner in being supportive at their discretion
of Turner's patent activities on a case-by-case basis.

Turner does not assert that he specifically informed either Dr
Schwartz or his son, or M. Arnel, that he was a sole practitioner
Turner al so does not assert that he specifically informed either Dr.
Schwartz or his son, or M. Arnel, that Messrs. Mirray and Wi senhunt
were not in any partnership with Turner. What Turner does assert is
with respect to new referrals as a group. Even as to new referrals as a
group, however, Turner submtted no evidence to show that he
customarily explained that he was a sole practitioner or that Messrs.
Murray and Wi senhunt were merely acquai ntances, not partners. Even if
there were such evidence, the inproper use of letterhead in the
particul ar instances of the Schwartzes and M. Arnel suggests that on
those two occasi ons Turner departed from any such customary practice.

*9 Turner argues that the administrative record includes no evidence
that any client has ever been actually msled. The argunment is without
merit. First, 37 CF.R § 10.35(b) prohibits conduct on the part of
the practitioner falsely stating or inplying that he practices in a
partnership, without regard to whether a client actually relied on that
m sinformation. Simlarly, a violation of neither 37 CF. R §
10.23(b)(4) nor 37 CF.R 8 10.23(c)(2)(i) requires actual reliance by
a client on false or msleading information originating froma
practitioner. Thus, even if Turner otherwi se informed the Schwartzes
and M. Arnel that he is a sole practitioner, the use of a |letterhead
suggesting the existence of a non-existent partnership is neverthel ess
a violation of the regulations. And if actual reliance is required for
establishing a violation of the regul ations, Turner's inproper use of
| etterhead supports a rebuttable presunption that there was such
reliance. Turner has submitted no evidence to rebut the presunption.

B. Count 2, Unzeal ous Representation

Section 10.84 of Title 37 of the Code of Federal Regul ations states:

8§ 10.84 Representing a client zeal ously.

(a) A practitioner shall not intentionally:

(1) Fail to seek the Iawful objectives of a client through
reasonably avail able neans permtted by | aw and the Disciplinary Rules,
except as provided by paragraph (b) of this section...

(2) Fail to carry out a contract of enploynment entered into with a
client for professional services, but a practitioner may wthdraw as
permtted under 8 § 10.40, 10.63, and 10. 66.

(3) Prejudice or damage a client during the course of a
prof essional relationship, except as required under this part.

(b) In representation of a client, a practitioner may:

(1) \Where perm ssible, exercise professional judgnent to waive or
fail to assert a right or position of the client.



(2) Refuse to aid or participate in conduct that the practitioner
beli eves to be unlawful, even though there is sone support for an
argunent that the conduct is |egal

The charge of Count 2 pertains to Turner's efforts, or |lack thereof,
in providing the patentability search as noted in the retainer
agreenent with the Schwartzes and al so the patentability search as
noted in the retainer agreement with M. Arnel. The facts involving the
case of the Schwartzes, as stated by the ALJ, are as follows (Initia
Deci sion at 4-5):

[Turner] entered into a retainer agreenent with the Schwartzes on
May 9, 1985 and was paid $500 in advance for conducting a patentability
search and $250 towards the preparation of a patent application.
(Govt.Exh. 1, pg. 3, ItemA). After waiting eight weeks w thout hearing
from Turner, Dr. Schwartz called Turner's office and | eft a nessage
with Turner's secretary, who prom sed that Turner would return the
call. Turner did not return that call nor several other calls fromthe
Schwartzes. Finally, when Turner answered the tel ephone hinself, he
prom sed the Schwartzes that he would conplete the patent search. In
| at e September 1985, Turner reported to the Schwartzes that he had
conpl eted the search and that the results | ooked favorable for
obtai ning a patent. However, he said that the Schwartzes nust wait one
nore week.

*10 Dr. Schwartz called again several tinmes but was told each tine
that [ [Turner] was in Washington, D.C. After calling on Cctober 5,
1985 and being told that [Turner] was in Washington, Dr. Schwartz
visited [Turner's] office in Albany mnutes |ater and found [ Turner]
there. At that time, [Turner] admitted that he had done no work on the
patent search and at the demand of Dr. Schwartz, gave him a check for
$500.

In this appeal, Turner does not deny that in the five nonth period from
May to October, 1985, he did not performa patentability search for the
Schwartzes and he does not deny that the Schwartzes were neverthel ess
charged $250.

The facts involving the case of M. Arnel, as stated by the ALJ, are

as follows (Initial Decision at 5-6):
[Turner] entered into a retainer agreenent with M. Jack Arnel on
May 16, 1985 and was paid $1,500 in advance for conducting a
patentability search and preparing a patent application (Govt.Exh. 2).
Bet ween May 16th and June 12, 1985, M. Arnel nmade a nunber of
tel ephone calls to [Turner], who did not answer and so M. Arnel |eft
messages with the answering service. [Turner] did not return any of M.
Armel's calls.
On June 12, 1985, M. Arnel sent [Turner] a letter termnating

[ Footnote onmitted] his services and requesting return of his retainer
(Govt. Exh. 6). However, after receiving some material from[Turner],
who advised himthat the search had been ordered, M. Arnmel authorized
[ Turner] to conplete the search in a |letter dated June 14, 1985
(Govt.Exh. 7). In a response to OED [ [Ofice of Enrollnent and
Di sci pline] dated COctober 6, 1986, [Turner] provided a copy of a letter
dated June 18, 1985, which he clains forwarded a search report to M.
Arnmel (enclosure to Govt.Exh. 9.) M. Arnel denied ever receiving the
report but nentioned that he had sued [Turner] in the City Court of
Al bany for the return of the retainer fee (Govt.Exh. 11). [Turner] did
not nmeke an appearance in court and M. Arnel was awarded a default
j udgrment of $1,560.20 on Decenber 9, 1985. [Footnote omtted.]



The ALJ noted that the COED had inquired Turner about the report but
that Turner did not respond to the inquiry (Initial Decision at 6). The
ALJ stated that there is no evidence to establish that Turner actually
mai |l ed the report on June 18, 1985, and concl uded that Turner never
sent the report (Initial Decision at 6).

Turner argues he did fully performthe professional services M.
Armel contracted for (Br. 10, January 10, 1991), but points to
noevi dence in the adm nistrative record which would show that the ALJ
erred in concluding that Turner never sent the search report to M.
Arnmel. There is no reason to question the ALJ's finding in that regard.

Turner argues that the retainer agreement with the Schwartzes did not
give the Schwartzes any right to manage or to supervise Turner's tine
and work schedul e. The argunent has no nerit, because the charge
agai nst Turner does not depend on any such right possessed by either
the Schwartzes or M. Arnel. Though Turner nay have certain discretion
in the day to day scheduling of his work, he neverthel ess nmust conply
with the requirenents of 37 CF.R § 10.84, which he has not done.

*11 Turner further argues that the retainer agreenment with the
Schwartzes stated that the specific tinme and length of service within
the work periods provided by the agreenent is determined on the basis
of nutual satisfaction of the parties. That argunent also has no nerit,
because regul atory provisions governing the conduct of practitioners
cannot be waived by clients. The PTO establishes the | evel of
accept abl e conduct of practitioners, and the standard is the same for
all practitioners alike. The fact that sone clients may denmand | ess
fromtheir attorney and/or agent does not nmean the practitioner need
not neet the standard of conduct as required under PTO regul ations.
Moreover, it is evident that neither the Schwartzes nor M. Arnmel were
satisfied with how Turner handl ed their work.

Turner points out that in the retai ner agreenent signed by the
Schwartzes, the patentability search was associated with a marker
placed in a colum indicating "1985" next to a colum indicating "1986-
92." On that basis, Turner appears to make the argunent that the
Schwartzes had agreed that Turner can delay providing a search report
to the Schwartzes until the end of 1985. To the extent that Turner
actual ly makes that argument, it is rejected. As already discussed,
notwi t hstandi ng any private agreenent, Turner neverthel ess nust conform
his conduct to the requirenents of law, specifically PTO regul ations
governing the conduct of practitioners before the PTO Moreover, the
construction Turner would advocate is based on a tortuous and strained
characterizati on of ambi guous marki ngs and associ ati ons, not on any
wor di ng of the agreenment; under the fam liar principle of contra
proferentumin contract interpretation, the agreenment should be
interpreted in favor of the Schwartzes, i.e., that the Schwartzes did
not agree that Turner could delay providing the search report until the
end of 1985. The marki ng associated with "1985" need not be construed
to mean that anything | ess than pronpt service is expected of Turner by
the Schwartzes.

Tur ner argues:
As the PTO knows--as long as diligence is showmn (First-in First-
Qut) based on the normal and routine activities of an individual patent
applicant including his patent agent in accord with present U S.



Interference Law there is no harmsuffered by a U S. patent applicant
regardi ng the order of patent processing.

Turner's argunment fails to note the existence of 37 CF.R § 10.84
concerning zeal ous representation without regard to any separate
showi ng on whether a client has been harned. This case concerns
violation of PTO adm ni strative regul ati ons governing the conduct of
practitioners, not recovery for damages. It nmay be that in a civi
action for malpractice, harmto the client nust be separately shown and
even quantified, but this is not such a case.

To the extent that Turner is arguing that he has been diligent in the
handling of matters for the Schwartzes and for M. Arnel, in |ight of
hi s workl oad and the sequence in which the work was received, Turner
did not submt to the ALJany evidence tending to establish such
di li gence. Furthernore, because Turner did not argue to the ALJ that he
had been diligent, he may not nake that argument in this appeal
especially when there is no evidence in the record pertaining to
Turner's workl oad, docket entries, and tine schedule during the period
in question.

*12 Lastly, lack of diligence can be prejudicial to an applicant who
ends up a junior party in an interference where the applicant may need
to establish diligence froma tinme prior to the senior party's
effective filing date up to the junior party's own filing date. See
e.g., Bey v. Kollonitsch, 806 F.2d 1024, 1026, 231 USPQ 967, 968
(Fed. Cir.1986).

In any event, representing to the Schwartzes that the patentability
search has been done when in fact the search was not perfornmed cannot
be made any | ess cul pable by an argunent that Turner had been diligent.

Turner argues that he had not received proper notice about M.
Arnmel's civil action against himin Albany's City Court. But this is
not the forumto litigate whether Turner indeed had proper notice.
Until the City Court's default judgnment against Turner is overturned,
it is what it is, a judgnment in favor of M. Arnmel in connection with
the service agreenment underlying Count 2 of this disciplinary
proceeding. It is further noted that Turner has not asserted that he
had made any attenpt to overturn the City Court's default judgnment on
the basis of inadequate notice.

For the foregoing reasons, these ALJ findings are nore than
sufficiently supported by the evidence: (1) Turner did not pronptly
conduct a patentability search for the Schwartzes; (2) Turner did not
promptly return telephone calls fromthe Schwartzes; (3) when Turner
failed to performthe search, he failed to return the full anmount of
the retainer fee to the Schwartzes; (4) Turner did not pronptly return
tel ephone calls fromM. Arnel; and (5) when Turner failed to perform
the search, he did not pronptly return the retainer fee to M. Arnel.

The ALJ's conclusion that Turner violated 37 CF.R § 10.84 is also
correct. The evidence of record nore than sufficiently establish that
Turner failed to achieve the | awful objectives of the Schwartzes and
M. Armel through reasonabl e avail abl e neans. Those obj ectives include
expectations of (a) tinely preparation of patentability search reports;
(b) pronpt return of telephone inquiries; (c) to be inforned of



truthful information; and (d) pronpt return of the retainer fee.

Even if Turner could not have hinmself perforned the patentability
searches in a tinmely manner, he could have infornmed his clients and
arranged for other conpetent professionals to performthe work. In that
regard, it is noted that though Messrs. Murray and Wi senhunt are known
to Turner to be conpetent professionals who have agreed to support
Turner at their own discretion on a case-by-case basis, Turner
evidently did not request their assistance. There also can be no excuse
for informing a client that work has been done when it has not been
per f or med.

C. Count 3, Failure to Answer OED s Questionnaire

Section 10.23(c)(16), Title 37, Code of Federal Regul ations,
prohibits willful refusal to reveal or report know edge or evidence to
the OED pursuant to an investigation under 37 CF.R § 10.131

*13 The facts involving the charge of failing to cooperate with OED
are stated in the Initial Decision, is as follows:

CED asked Respondent a nunber of questions about his conduct in a
guestionnaire dated June 25, 1987 (Govt.Exh. 12). Respondent was given
one nonth to answer (Govt.Exh. 12, page 1). Respondent acknow edged
recei pt of the questionnaire in his |letter dated August 3, 1987 and
prom sed that the questionnaire would be conpleted and forwarded
shortly (Govt.Exh. 13).

Since no response was received, on January 11, 1988, CED sent a
followup letter with another copy of the questionnaire by certified
mail requiring a response within 15 days or else it would be grounds
for disciplinary action (Govt.Exh. 14). The return mail receipt bore
Respondent's signature and was dated January 22, 1988 (Govt.Exh. 14,
| ast page). No response was received by OED (Director's Brief).

The OED s questionnaire was sent to Turner in June, 1987, to obtain
nore information about the misconduct with which Turner had been
charged. Thus, the questionnaire elicits information pursuant to an

i nvestigation under 37 C.F.R. 8§ 10.131. Mreover, the ALJ is correct
in stating (Initial Decision at 6):

The detail ed questionnaire was necessary because Respondent's
answers in his three prior letters were considered to be inconplete
(Govt. Exh. 12, page 1). Additional information was required to resolve
the conpl ai nts agai nst Respondent.

Before the ALJ, Turner generally asserted (Answer, My 20, 1990) that
his prior correspondences answered the inquiries of the OCED. In this
appeal, Turner does not challenge ALJ's finding that he never returned
a conpl eted OED questionnaire, but continues to assert that the
gquestionnaire has been answered by prior correspondences. Insofar as
Turner believes he had already provided the information sought by the
guestionnaire, he should have either (1) reiterated the information in
an answer to the questionnaire, or (2) pointed out specifically where
in prior communications the information sought by particular inquiries
of the questionnaire had al ready been provided. There is no evidence in
the record tending to show that Turner has nade any such effort.

Though 37 C.F.R 8§ 10.23(c)(16) requires willful intent in refusing



to provide information to the Director of CED, the ALJ properly could
infer willful intent from Turner's persistent conduct over a course of
three years in failing to return an answered questionnaire to the CED
Accordingly, the ALJ's conclusion that 37 CF. R 8§ 10.23(c)(16) has
been violated is supported by the record.

D. Deci si on

Turner will be suspended from practice before the Patent and
Trademark Office in all cases (patents, trademarks, and others). This
suspensi on agai nst Turner is imposed under 35 U.S.C. § 32 (as to
Patent cases) and the Conmi ssioner's authority to suspend attorneys
frompractice in trademark and other cases. See Small v. Weiffenbach
10 U.S. P.Q 2d 1898, 1905 (Commir Pat.1989).

*14 Considering all relevant factors (37 CFR § 10.154) supported by
the record, it is apparent that there are no extenuating circunstances.
The violations, particularly those of Counts 1 and 2, are serious.
Accordingly, the follow ng s3anctions are hereby inposed, running
concurrently:

Count 1 (non-existent partnership)

Suspended frompractice in all matters before the Patent and
Trademark office for a period of two years;

Count 2 (unzeal ous representation)

Suspended frompractice in all matters before the Patent and
Trademark Office for a period of two years;

Count 3 (failure to cooperate with OED)

Suspended from practice in all matters before the Patent and
Trademark Office for a period of six nonths.

ORDER
Upon consideration of the entire record, it is

ORDERED t hat, effective inmediately upon entry of this order, F.
Wesl ey Turner, of Miuskogee, Okl ahoma, whose CED Registration No. is
26,059, is suspended from practice before the Patent and Trademark
office in all cases (patent, trademark, and other cases), for a period
of two years and it is

FURTHER ORDERED t hat Turner is given limted recognition under 37
CF.R 8§ 10.9(a) for a period of thirty (30) days fromthe date of



this ORDER in which to conclude any pending matters before the Patent
and Trademark Office.

Canmeron Wei ffenbach
Di rect or
By: John Raubitschek

Associate Solicitor

By: John Raubitschek

Associ ate Solicitor

MOTI ON TO CORRECT THE MEMORANDUM OPI NI ON AND FI NAL ORDER

| call to your attention the following clerical g clerical errors in
t he MEMORANDUM OPI Nl ON AND FI NAL ORDER in the above-referenced
proceedi ng.

1. At page 9, in the last sentence of the first inconplete
par agr aph, between the words "was" and "necessary", the word "
m ssi ng.

2. At page 13, in the m ddl e paragraph, the expression
"nonexi stent" is deleted.

3. At page 28, in the second sentence of |ast conplete paragraph on
the page, "establish" should be changed to "establishes".

4. At page 31, in the |last sentence of the second paragraph under
"Decision", "sanctions" should be changed to "sanctions".

not" is

Entry of an appropriate erratumis recomended.

Respectful ly subnitted,
Canmer on Wi f f enbach

Di rector

By: John Raubitschek
Associ ate Solicitor
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