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St. Mary's Health Care System Inc. has petitioned the Conmm ssioner
to restore jurisdiction of the above-referenced applications to the
Exam ni ng Attorney. [FN2]

FACTS

The above-referenced applications were filed under Trademark Act
Section 1(b), 15 U.S.C. 8 1051(b), based on the Petitioner's bonafide
intention to use the marks in comrerce. On June 8, 1994, Amendnments to
Al l ege Use were filed alleging March 17, 1994, as the date of first use
and first use in commerce of the marks in connection with all the
services listed in the applications. On June 21, 1994, the Exami ning
Attorney accepted the Anendnents to All ege Use and approved the
applications for publication. After publication in the Ofice Gazette,
but prior to registration, the Petitioner discovered that the dates of



first use and first use in comrerce alleged in its Amendnents to Allege
Use were partially incorrect. Consequently, as an anmendnent after
publication. The Petitioner requests that the above-referenced
applications be divided and that the Anmendnents to All ege Use be

wi t hdrawn in each application. [FN3]

DECI SI ON

An Examining Attorney no |onger has jurisdiction over an application
filed under Section 1(a) or Section 44 of the Trademark Act after the
date the mark is published for opposition in the Oficial Gazette.

After publication, the Exami ning Attorney nay not take further action
which nmay constitute a refusal or a requirenment wthout the perm ssion
of the Conmi ssioner. Trademark Rule 2.84(a), 37 CF.R § 2.84(a); TMEP
§ 1504.01.

Wth respect to the services in connection with which the Petitioner
has not in fact nmade use of the mark, the Exam ning Attorney cannot
approve the Petitioner's anendnents after publication w thout
republishing the marks. Consequently, a petition requesting that
jurisdiction be restored to the Exam ning Attorney is required.
Trademark Rule 2.84(b), 37 CF.R §8 2.84(h).

Trademark Rule 2.84(a), 37 CF.R § 2.84(a) provides, in part:
After publication of an application under Section 1(a) or 44 of the
Act the examiner may, with the perm ssion of the Conmm ssioner, exercise
jurisdiction over the application

*2 The petitions are granted. Accordingly, jurisdiction is restored
to the Exami ning Attorney for consideration of the amendnents after
publication including the requests to withdraw the Amendnents to All ege
Use. Wth respect to the services in connection with which the
Petitioner has not in fact nmade use, the above-referenced applications,
after processing the requests to divide, will be republished in due
course to provide notice of the Petitioner's amendnents after
publi cati on.

FN1. This Application Serial Nunber registered inadvertently and will
be cancel ed as an inadvertently issued registration restored to
pendency and then forwarded to the Exam ning Attorney.

FN2. The Petitions are styled "Petition to the Comnr ssioner of Patents
and Trademar ks under Tradenmark Rules 2.146(a)(5) and 2.148 to Waive the
Tim ng Provisions of Trademark Rules 2.76(h) and 2.87(c) to Permt the
Filing of a Divisional Service Application."” However, because the
Petitioner seeks to anmend the above-reference applications after
publication, these Petitions are deci ded under Trademark Rul e 2.84(a)
as petitions to the Conmi ssioner requesting that jurisdiction be
restored to the Exami ning Attorney.

FN3. Requests to Divide application and Request to Wthdraw Anendnent
to Allege Use together with the divisional fees, were filed subsequent



to the filing of these petitions.
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