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Bl aese seeks reissue of U S. Patent No. 4,658,259 issued April 14,
1987.

The patent is currently involved in a patent infringement suit in the
Central District of California. Blaese v. Alliance Research Corp.,
Civil Action No. 88- 3321. As provided by an order quoted in part,
infra, the civil action has been stayed pendi ng conpl eti on of
proceeding in the application.

Some of the clains of the application have been finally rejected by
the Primary Exam ner. An appeal has been taken to the Board of Patent
Appeal s and Interferences. Ex parte Bl aese, Appeal No. 91-1191. A
heari ng before a panel of the Board is set for June 13, 1991.

On May 8, 1991, the Patent and Trademark O fice (PTO received the

foll owing request froma defendant in the civil action:

Confirm ng tel ephone conversations with [an enployee in the Clerk's
O fice of the Board of Patent Appeals and Interferences] at the Patent
and Trademark O fice, Defendant ALLI ANCE RESEARCH CORPORATI ON, through
its attorneys ARANT, KLEINBERG & LERNER, wi shes to participate in the
oral argunent in the above identified appeal, as nandated by the Order
of the United States District Court for the Central District of
California. A copy of that Order was mailed to the Patent and Tradenark
O fice by the applicant on Decenber 1, 1988.

Pursuant to that Order, Defendant has submitted papers acconpanyi ng
all of Applicant's responses as a part of Applicant's responses to
O ficial Actions. Since the oral argunent is an integral part of the
appeal process, it is believed that Defendant should be pernitted to
meke an oral argunent as a part of appellant's oral argunent and
requests that the Honorabl e Board extend appellant's tine to
accommpdate this request. On April 16, 1991, Appellant confirned
attendance at the hearing. By this comruni cation, and subject to the
deci sion of the Board on this request, Defendant confirns its
attendance at the hearing.

The Central District of California entered an order on November 28,



1988, providing in pertinent part:

The plaintiffs' notion to stay proceedings is GRANTED. The Court
further orders that plaintiffs all ow defendants to participate in al
phases of the reissue proceedi ngs before the Patent O fice.
Additionally, plaintiffs shall provide defendants with copies of al
docunents filed in the rei ssue proceedings prior to the tine of
submi ssion to the Patent Ofice and plaintiffs shall include docunents
prepared by defendants in all docunents filed in the reissue
proceedi ngs so as to enable defendants to effectively participate in
t he rei ssue proceedings.

In the instant action, a stay of these proceedi ngs can be expected
toresult in a sinplification of the issues and benefit this litigation

because the patent examiner will examine all claims in the reissue
application as well as all issues relating to claimlanguage and
patentability of the patent in suit. This will reduce the need for

court proceedings with respect to certain issues and will give this
Court the benefit of the Patent Ofice's expertise on these main issues

of the lawsuit. Furthernore, defendants will not be prejudiced because
the Patent Office expedites reissue applications involved in litigation
and defendants will be allowed to participate in all phases of the

rei ssue proceedings. [FN1] Thus, it is to the benefit of all parties
and in the interest of judicial econony that the instant action be
stayed pendi ng the exami nation of the reissue application

*2 Areview of the Exam ner's Answer in the appeal presently before
the Board indicates that:
(1) Cdains 1 through 13 are all owabl e.
(2) Clainms 14 and 15 have been rejected as being based on a
defective reissue declaration under 37 CFR § 1.175.
(3) There is no rejection based on the prior art, new nmatter, or
i ndefiniteness.

Pursuant to the Court's order, and as part of his response to PTO
actions, reissue applicant Blaese has submitted statenents prepared by
counsel for defendants. In a paper submitted together with applicant's
appeal brief to the Board, and styled OPPCSI TI ON BRI EF, defendants
cont end:

(1) Applicant's reissue declaration fails to conply with 35 U S.C
§ 251.

(2) Applicant's added clains "contain new matter" (presumably what
def endant contends is that the subject matter of those clains is not
di sclosed in the original patent).

(3) Prior art anticipates (35 U . S.C. 8§ 102) or renders obvious (35
US . C 8§ 103) subject matter clained in "new clains.”

(4) Applicant seeks to recapture "matter either specifically taught
away fromin the originally filed specification or surrendered during
the prosecution of the application into a patent"” (opposition brief, p
3).

(5) Applicant's new clains are not patentable under 35 U. S.C. §
112, because they are indefinite.

In his Answer, the Exam ner notes (pages 3-4):



In regard to the paper titled "Opposition Brief" submtted with
Appellant's Brief, it has been considered by the exam ner and
reiterates various argunents already presented. The various additiona
rejections suggested therein are not believed to be applicable by the
exam ner and are not bei ng nade herein.

Thus, with the possible exception of defendants' contention that
applicant's reissue declaration fails to conply with 8§ 251, the
Exam ner has declined to adopt defendants' proposed rejections.

Opi ni on

The Federal Circuit recently noted that a third party may not protest
the grant of a patent. Animal Legal Defense Fund v. Quigg, No. 90-1364,
slip op. at 20 (Fed. Cir. April 30, 1991) (5-judge court). Likew se, a
protestor may not appeal a favorable decision of a patent exam ner. Ely
v. Manbeck, 17 U.S.P.Q 2d 1252 (D.D.C. 1990). But see 37 CFR §
1.196(h).

There was a tine when PTO encouraged participation by protestors in
rei ssue applications. For example, in 1977, PTO rules were anmended to
permt increased participation by protestors. See 42 Fed. Reg. 3588,
3589, col. 1 (Jan. 28, 1977), anmending 37 CFR 8 1.291 (Rule 291). In
1982, however, PTO again anmended Rule 291, this time to limt third-
party protestor participation during ex parte exam nation of patent
applications. 47 Fed. Reg. 21746, col. 2 (May 19, 1982) ("The rule
change al so seeks to reduce the ampunt of time required by the PTOto
exam ne protested applications by limting protestor participation.").
Specifically, Rule 291(c) was anmended to include the follow ng
sent ence:

*3 The active participation of the nenmber of the public filing a
protest . . . ends with the filing of the protest and no further
subm ssi on on behalf of the protestor will be acknow edged or
consi dered . -

37 CFR 8§ 1.291 (1982). The coments acconpanying the rul e change
i ndi cate:

Under the rule change, protestor participation will be linted to
the filing of papers in opposition to the grant of a patent with no
O fice communications to the protestor resulting therefrom beyond an
acknow edgnent of receipt of a protest or petition to strike in reissue
applications. The opportunity to coment on O fice actions and
applicants' responses is elininated.

47 Fed. Reg. 21746, col. 2. The anendnent to Rule 291(c) was
specifically designed "[t]o ensure that the proceedings are essentially
ex parte . . . ." 47 Fed. Reg. at 21749, col. 2. The comments
acconpanyi ng the rul e change note that "a sentence is being added to
paragraph (c) of 8 1.291, indicating that active participation by a
menber of the public ends with the filing of the protest.” 1d. PTO
further explained in the notice proposing to amend Rul e 291

Thi s proposed rule change is designed to reduce the prosecution
costs of patent applicants by Iinmting the anount of participation by
protestors during the patent application exan ning process.

46 Fed. Reg. 55666, col. 2 (Nov. 10, 1981).

In Iight of the amendnent to Rule 291, defendants' request to
participate in the oral hearing before the Board is denied.



Proceedi ngs on reissue applications are open to the public. 37 CFR §
1.11(b). Hence, counsel for defendants may attend the hearing before
the Board and |listen to applicant's argunment, even though he cannot
ot herwi se participate in the hearing.

I n denyi ng defendants' request, PTO has not overl ooked the Court's
order. Defendants' participation in the oral hearing before the Board
is not "mandated" by the Court's order as alleged by defendants. It is
true that the Court ordered that "plaintiff allow defendants to
participate in all phases of the reissue proceedi ngs before the Patent
O fice." However, the order is not directed to PTO |ndeed, the
doctrine of separation of powers precludes applying the order against
PTO. Rule 291 has the force and effect of law. In re Rubinfield, 270
F.2d 391, 123 USPQ 210 (CCPA 1959), cert. denied, 362 U S. 903 (1960).
Rul e 291 does not pernit defendants to participate in oral argunent
bef ore the Board.

An observation concerning the Court-ordered procedure is believed to
be in order. Defendants are not protestors within the nmeaning of Rule
291 because they have not filed papers in PTO It is true that papers
aut hored by counsel for defendants have been presented to PTO However,
those papers were submitted by applicant because the Court ordered
applicant to include with his responses to PTO actions "docunents
prepared by defendants . . . so as to enable defendants to effectively
participate in the reissue proceedings." The Court's order is not
inconsistent with Rule 291. Insofar as PTO is concerned, any subm ssion
by an applicant which includes (1) the applicant's views, and (2) the
views of another, is a response by the applicant. That an appli cant
must file those views because it is ordered to do so by a Court does
not change the fact that the submi ssion is by the applicant, as opposed
to direct third-party participation. The Court's procedure did not
unduly del ay proceedings. Applicant had to respond to PTO actions
within the time set by the Primary Exam ner. PTO did not have to set
additional time for defendant to reply to applicant's response.

Li kewi se, PTO did not have to supervise di sputes between applicant and
def endants. Accordingly, the court-ordered procedure did not require
partici pation by defendants contrary to Rule 291, and did not involve
the kind of delay and inter partes supervision which caused PTOto
amend Rule 291 in 1982.

*4 Rul e 291 does not permt defendants to participate in ora
argunent before the Board. PTO does not believe it appropriate to
create an exception in this case, even though it recognizes that
defendants' views will not be nade known through oral argunent. To sone
extent, defendants' inability to present oral argunment |eaves a "hole,"”
albeit a small hole, in an otherw se creative order entered by the
Central District of California. As a matter of comity, and to assi st
the Court to the maxi mum extent possible, w thout contravening PTO s
Rul e 219 policy, the Board is authorized and encouraged to i npl enent
the foll owing procedure. If (1) counsel for applicant presents an ora
argunent to the Board, (2) counsel for defendants attends ora
argunment, and (3) the panel is of the opinion that significant new
argunents were nmade at the hearing, either by counsel for applicant or
as a result of questions by an Exaniner-in- Chief, the panel shall ask
applicant to submt, within fifteen (15) days of the hearing, a paper
summari zi ng the new argunments at the hearing. Under the Court order



applicant woul d have to give defendants an opportunity to comrent and
both applicant's and defendants' witten comments could then be
recei ved by the Board.

ORDER

Upon consi deration of defendants' request to participate in the ora

hearing before the Board, it is

ORDERED t hat the request to participate in the hearing is denied
and it is

FURTHER ORDERED t hat counsel for defendants may attend the hearing
as a spectator, but shall not be permitted to present oral argunent and
it is

FURTHER ORDERED that if (1) counsel for applicant presents an ora
argunent to the Board, (2) counsel for defendants attends ora
argunment, and (3) the panel is of the opinion that significant new
argunments were nmade at the hearing, either by counsel for applicant or
as a result of questions by an Exam ner-in-Chief, the panel shall ask
applicant to submt, within fifteen (15) days of the hearing, a paper
sunmmari zi ng the new argunents and it is

FURTHER ORDERED that a copy of this MEMORANDUM OPI Nl ON AND ORDER be
transmtted to counsel by fax and first-class mail.

FN1. As explained, infra, since 1982, PTO has not permtted protestors
"to participate in all phases of a reissue proceeding." The parties
apparently did not advise the Court of changes nmade in 1982 to 37 CFR §
1.291 (Rule 291).

19 U.S.P.Q 2d 1232
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