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COST COMPARISON OF EPO
FILING VS. NATIONAL FILING

EPO FILING

Atlast year’s PIPA Conference, Mr. Berrier from the General-Electric (¢
- Company presented an excellent paper on global patent costs and why they must
be reduced. The total cost, cradle-to-grave, for EPQ filing of a standard .
application designating all EPO-Countries is $134,401. In order to reduce this
amount, several strategies can be developed according to particular industries.

A MANUFACTURING STRATEGY SIESHEEREING GRS

FILE IN ONLY TI—IOSE EPO COUNTRIES WHERE YOU AND/ OR YOUR
COMPETITORS.HAVE,.MAN UFACTURING:CAPABILTTY

* By selecting only certain countries, s1gmﬁcanﬂy reduction in overall patent
costs could be achieved.

e The protection given to a patentee to exclude others from making the invention
in countries where manufacturing is to take place is believed to be sufficient to
protect the patentee’s interests.

» If patents are obtained in the Buropean countries where manufacturing is to
take place, then patents in other European countries are superflnous. |

B} MARKETING STRATEGY

FILE IN ONLY THOSE EPO COUNTRIES WHICH HAVE THE LARGEST
MARKETS

- According to Mr. Berrier, an EPO filing designating France, Germany,
Ttaly, Netherlands and the United Kingdom costs $66,205, which includes $12,012
- for the EP filing and prosecution. This compares to $22,522 for Japan and :
$14,370 for the U.S. This is summarized in the following Table:

EPO (alh) EPO* Japan U.S.
$134,401 $66,205 $22,522 $14,370




Thc abovc five: deﬂgnated counmes ranked accordmg to pepulamon ‘are’as

fo]lows
Countgy
‘ (Millions)
Germany 80
United Kinpdom 58
Ttaly 58
.- France . .. b 57
~Netherlands~: 15

| ‘_;.‘ The ab ﬁi}é.fi{ré"desighated. countries 'ran,kedﬂ according-t0'1992:GDPare as

follows:
Country 1992 GDP
(Billions)
Germany 1,331
France 1,000
Ttaly 965
United Kingdom 915
Netherlands 249

However, the above five designated countries ranked accordlng o

maintenance fees and total patent costs are as follows:

Country Maintenance Fees Total Patent Costs
Italy 11,885 14,515
Germany 13,873 14,361
- Netherlands 11,552 13,323
France 5,960 6,160
United Kingdom 5,115 5,744

It can be seen that the Netherlands is completely out of line with total
patent costs when compared to its population and GDP. Italy is also out of line
for the same reasons, when compared to France and the United Kingdom.

e Thus another filing strategy based on market size and total patent costs is to
limit EPO filing to Germany, France and the United Kingdom.

e Generally speaking, for a product to be successful in Europe, there would have
to be sales in those three countries.



- ;%::Generally, it would: not.be practical for someone to market a pfodué"t in the

~other Europeau countries and exclude Germany, France and the UK. =
o Havmg patents in three of the largest European markets. wﬂl enable the .
patentee to baswa]ly cover: Europ S

NATIONAL FILIN G

Cons1deratlon should also be glvcn to flhng natlonally in the European
countries of interest instead of EPQ filing, The following information'was . ?

prepared by Mr. Ronald Nunney, Kodak’s Patent Director in the United K:mgdom.

He compares the cost of filing in the EPO versus filing nationally in Great Britain,
«:France and Germany for-a 30 page specification, 6000.words, with'12:claims.




Companson of Euro and Na’nonal fees for US- Based apphcahons (in US $)

30 Pc:ge specmcahon (6000 words)

withi drawings: translation often‘required. This_;would be extra.

3. Attorney time for GB prosecution is;8 hrs: a
4, Attorney time for FR prosecution is & hrs |

2 Attorney time for EP prosecutioniis-10 hrs, (2 Official Commumcchor\s)

.5. Attomey time for DE prosecution assumed 8 hours but deferred exom:nofaon is. 1he preferred rou%e

.and only comes up 7 years on.
6. The figures for 4 & 5 countries assumed to be 4xaverage of DE/FR/GB,

Euro
|- ¢ [Fulifext -
Fll_ing ' |excess  Tansiation E Euro flllng |altomey
S . {feefor claims - " lsearch- 3 deslig. Exam- Grant . [Ime time
Patent Office “lus res (for 1ol . ‘fee- . [lees@EP [ination | - * |charge . |charge
- based | S it countrdes) (fee + | . {(no - (prosec-.
Atiting ' . review)  |ution &
. 7 grant).
'|EPO (3 desigs.) In DM 60l 160| wawet | . 1900{ - 0so| 2sc0f . woof - f |
InUS $ $422|  $113L applcabley . | $1,338 $739|  S1971 4984 <Y $85] T 81,870
Great Britain fns 25 N/A 130 Skl 3 [ERNES
InUS $ ' "438 $195 . $195| - §55 $1,496] .
- [France in FF : 365 i]lS - 4500 S ER s
In US $ - §61 $19 $747 11
GennanY in DM~ 100 T ' 200 400 Ts0 T
InUS $ w4701 e 28141 928211 $106): c 0 41,498)
R G A LI ' 1 DE Exom fee reduced to 2SODM 1 Examination very
Assumptions: . 1 Supporr time pnor To f' Ilng is 1 ‘hour cssurnlng no rewew In cases : prnor sec:rch carred ou1 ' ' . light In-France.:;




* |Filing,
{transtation,
“|Patent Office :

[translatlon, ., |,
|ete. InNat

Patent Office

- lete: InNat.- | .

Patent Office

ofticlat
Fees_

Aftorney &
Translqmr‘:i :

53

lER

I

FF220

- 4§37y

56,904

i :'55:3,725

' $428

1 $1,551

$2,251

©7$2,625

$1,979

" $3.277

T 43,365

cs
R

“BE

0704 DMto s

170 $10,629} EP

' TOTAL EURO versus
3 NATIONAL

“Us000 wordslong

EURO ¢

Offictal
fees .

Attomey .
fime:

$6,904 $3,726

- [TOTAL - .

'3 NATIONAL

$10,629]¢ '

Official  [Attomey
fime

Alees

" [ioTAt

 ANATIONAL ...

‘ Official
ST fees

Attomey
" |time:: _

$2,923| . $8570)

TOTAL TNA93)




:Itis;s€en that the total:.cost for filing.in;the EPQ designating Great Britain,
France and Germany is about 20% more expenswe than filing natlonally i those
countries. Thus, a considerable savings could be uuhzed by going the natlonal -
route rather than the EPO désignating these rhree countnes S

“FORGET FRANCE” STRATEGY

Another option to cons1der is to file nauonally only in the United ngdom -
and Germany and eliminate France. This has the advantage of having only one

o prosecutioninEnglish right.away.... The proseeution in-Germany can be. dclayed

for seven years, . .
The total cos "r ﬁlmg the apphcat:lon in the ] 0 is séen to be $10,629. If

filing were'to take place:namnally only in Great Biitain and Germany, the cost

would be only $5,344.; Thus aisavings 0f 50% can be ‘achieved by this strategy. If -

-after seven years it is.decided to drOp the prosecution in Germany, then the savings
~ would be even hlgher

I hope the abo mformaﬁon il bc useful in dec‘,ldmg on filing strategies
in Europe to reduce costs. Also, a change in filing patterns by enough companies
over a period-of time may force some of the countriesiwhose patent costs are out
of line to, reduce the1r - patent costs.
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~-amended-for-a-few-times:-

1: Theme: Drafting Claims under the Japanese Patent laws . by ey T

2: Introduction S - . ;

In recent years, Japanese and. US Patent Ofﬁces have made '
agreements in view, of 1nte1nat1_onal_‘h‘alm__enl‘zat;on_ regarding p.ateq.t system
through TRIPs Agreement in Uruguay Round of GATT and Japan-US Trade
Framework Negotiations as.a reeult of which Japanese Patent Law has been

On the other hand,. economlc _aspect .of.. mtellectual -proper tles
especially the cost management thereof, is drawing more and more attention.
Based on this situation, this paper studies practical idea for claim
drafting in view of obtaining and maintaining a patent with effective rights.

In concrete, we summarize the part of amendments to Japanese Patent Law

which affect drafting of. effective claims- while cons'ideringi following two
issues relating to cost management. . L S
(D . Comparison . of practice. in, Japan,, US and PCT(Patent Coopelatlon'
Treaty): 1ega1d1ng unity. of invention :. .. , : e

@. Comparison of official fee in Japan and US f01 apphcatlon and

maintenance of apatent: ... . .. .o

3: Current practice of claim dl'afting.in Jap;a-n.:il_l,_compiianc_e-w_i_,th;flaﬂﬂi
amendments ..

Q 1 A‘n n11+]1nn n'F ame

WA e CRade en

Table 3:1 shows th . mended parts. of Japanese Patent Law. dulmg
las cade(wh1ch took: place in 1987, 1993, .and 1994) that are supposed to

'<D
Eho

1\9,87 1993. and 1994 affecting claim drafting

Table 3- 1

o Amend.Act .. ...|. Effective Date:.| . Ma]m Amended Palt

Amendment:..: .ofl January ... 1 @ Undelstandmg of an invention -
1987t . i - [1988. ..o @) Revised system of multiple: clalms

Amendment of| January ... 1. Restriction ;:of ..amendment. - to

1993 1994 - |application _
Amendment.. . of] January .. 1| @O . ‘Alleviation - of- . description

1994 1995 requirement _
‘ 1. for patent claim(s) and specification

S I R



These amendments are otitlined as follows, = =i oo

3-1-1; Amendment of 1987
‘3:1:1-1: The purport of amendment
¢ The amendment of 1987 took place to meet followmg demands; -

' f. ‘a rewsed-of-- stating-scope of ‘claim’ which allows multilateral expression
that “covers, without “omission, ‘advanced ‘and “complicated - technological
innovation SR TR R Y
@ extension of definition of unity of invention -
-@ 1nte1nat10nal halmomzatmn Rt

- 341- 1 2 Undelstandmg of invention: (§ 36) - : RN R S
I had ‘been prowded in ‘the Patent Law’ bef01e ‘the - amendment ‘of
- 1987:that ‘only - such matters that are essential to the construction of the
7 invention spemﬁed in the detailed explanation of the invention” be statedi in
the patent clalm(s) It suggested that in pr1nc1ple the tlaimed invention was
undelstood based on the matters stated as essentlal for thé patent clann(s) as
well as'in consideration of the' description in ‘the detailed’ explanatlon of the.
invention. That is, the invention to be stated in patent claim(s) was tréated
as such that could be undelstood ob]ectwely through the dlSC]OSule in the :
Then the amendment of 1987 p10v1ded that “only such matters'that
ave essential to'the invention for which a paténtis sought” bé statéd’in the
patent claim(s)[ § 36Gv)]. It meant that as'to the invention described in the
detailed: ‘explanation of invention the applicant could determiiie to" which
invention, in terms of categories, independent/dependent’ddﬁéeﬁt and others;
‘he/she would seek for a patent and he/she could state the scope of protection
to be sought in the patent claim(s). R
And the invention was undelstood based on the matters stated in the
patent claim(s): It ' was Suggested that even though: the detaﬂed explanation

and drawings were considered, clalmed 1nvent10n must not be understood:

apalt from the description in the patent clalm(s)
3 1 1 3 Extensmn of ‘unity of 1nvent1on and 1ev1sed system of multlple;

clalms (§ 36,37 STEN N
: . Section 37 was:amended dlastlcally so the scope of 111vent10ns to be :




'3-1-2iAmendiment of 1993 . o s o st

contained in a‘single’ apphcatlon as follows
@ As to the same category: SERTETIA : b
While . relationship.’ with- spemﬁed invention::must: have bheen “samein
substantial part and in ends” before amendment, it was amended:to.“same in-
industrial applicability and:the problem: to:be: solved or:“same;in: mdustrlal

applicability and substantial part ”[ 37 (1) (11)] T T
@) :As to-different catégories: - R IRV ST ETOa

~In-addition:to-‘specified invention- 1e]:at1ng tora: produot ‘sthe: amendment

added “inventions of process of using the plOdIlCt and mventlons of process
used for handling the product.”[ § 37Gi)]. crdnbies e
® To leave the possibility of prompt extensmn of unity of invention in the
future, a new item such as “inventions havmg a relatlonshlp as’ p10v1ded for:
in Cabinet Order” was provided[ § 37(v)]. R LT ORI R P MU S
The scope:of inventions:that may be: contamed ina smgle apphcatlon
was thus extended to a large degree! FIR C TR i
Furthermore, more comprehensive apphcatmns became avallable as a’
synergy with “extension of unity of invention’ sirice ‘one invention could: be-
stated in multiple claims under the provision of § 36(6) which read “it shall
not:preclude: the:statements::of 'the: patent :claim(s)  to:'be suchthat an"
invention claimed in ome claim is the same as an invention claimed:in”
another claim.” As the result, the scope of inventions that may be contairied
in-asingleapplication: got-to surpassithelevel'of US:and Europe. 1
. -Howevér, since:it-was:provided in: . §36(4)(ii) that the:statement of
p atent claim(s):be “only such matters that are essential‘to:the constructionof
the invention,” the freedom of expression in patent claim(s) was regarded:
restricted when compared with that of US and Europe: WhOlO functlonal and |
operational description was accepted : T B HAREE FER AT

3-1:2-1: The purport of amendment : st eRERT G L p s g SR

.The.amendment of 1993 took place to meet followmg demfmds
@ Request of prompt protection of the ploduct obtained from- technologmalt.i;
development: TSR i rrarrioo mie :
@) Needs for 1-nte1n-ati’on-alharmonization i

ey .



3-1-2-2: Restriction of amendments to:application [ §:17(2) et al} .-
Amendment to application had conventionally - been: :=1est11cte'd‘
because:of the provision to say ‘amendments to- change the. substantlahty 18
unacceptable T ) O I P ey
- 'The: amendment of - 1993 p10v1ded that any: amendment 1elat1ng 1o
specfﬁcatlon or drawings shall be ‘rejected™ if it added:a new matter that.“a

skilled perscn cannot directly draw from original specification or drawings.”

i -Especially, an amendment after final notificationof rejection :was

hmlted to carcellation: or restriction. of clalm(s)[ 17b13 (2)(3)and(4) and.

practical guideline for amendment]/ .-

3-1-3: Amendment of 1994 - s

3-1-3-1: The puxport of amendment R
...The amendment-of: 1993 took placeto:meet fo]lowmg demands

7@ Acceptance of functional and/or operatlonal claim: : SR

~ @ Respect for claim description: .. :

- ® International harmonization - - -

3-1-3-27 A]lev1at1on - of . description.: 1equ11ement of patent clalm(s) and:

specification -

[§36]

“only such matters that are essential’to the:construction of the invention,”

- functional ‘and/or’ operational . description: was: not- cleally admitted as a:

niatter-of law. .

.Then.the- amend.ment of 1994 prowded that “a}l matters - that an-
apphcant for a patent considers necessaryin defining-an:invention” be stated..

in the patent claim(s). It was also provided that the statements of patent
claim(s) must “clearly describe the invention for which a patent is sought”

and that “each patent claim must be concisely stated.” As a result, functional -
and/or operational expression has been widely:admitted: as well: as-the"

| -1n US:and Europe.:

This amendment might incur the difference in construction-of:claims :
- with functional and/or operational expression:between J apan and Us; ‘Wthh-;."

we go into detail later in “3-2: Means-plus-function clann

Smce conventmnal descuptlon of patent clalm(s) was: 1equ11ed tobe -

~freedom-of-expression-for- patent'clfaml(s) caught up 10 thecsame level of" that"""""




:3-2-Means- plus functlon clalm I R
{3 -2-1: Means plus functlon cla.un 1n J apan o
13-2-1-1: Reasons to adm1t 1n Japan I

It should be noted in wevd of the purpcnt of amendments that

Qdescnptmn of an Invention of a plOdU.Ct spec1ﬁed by its opelatlon functlon '
'featules plOCESS apphcatlon use and othels may not 1tse1f be ta]\en aa
:mapploprlate as far as the 1nvent10n can be understood cleally | :

?admztted in Japan.

Acc01 dlngly, a m

However;-the description of ‘an- invention of a product specﬁied by '
such elements may be legarded as 1mperfect pursuant to 36(6)(11) 1f the
invention cannot be deﬁned cleally based on the level of the a1t at the time of
apphcatlon belng' ﬁlre’d In concrete an apphcatlon which fall w1thm e1the1 of
ﬁve types spem_ﬁed in Table 3 2 1 | shall be 1ega1ded 1mpe1fect unde1 thls
prowsmn The descnptlon spec:lﬁed by these elements espec1a11y tends to be

obscure 1n outlnnng the mventlon as a 1esu1t of whlch the clauty iequn ed

by thls p10v151on could be 11sked o A, o

, Tab1e3 2 1 R L T
TYPG - Featule ofthe Type SR ‘ Example | TS |
1 Uﬂdeal deSCI'lpt].OIl of patent c1a1m The descnptlon contams IIIIS'-:l
" litself makes the clalmed 1nvent10n ‘Statements —’ | 'and , uncleali'?
obscure. T oxpression” for i

{‘_mapplopuate as Japanese_
o _language and the 1nvent1on is'|

— | thus 1ega1ded as obscule

2 Tecnmcal defects m spec1fy1ng tne _-'The _ statement h contalns'_
mventlon prevents the 1nvent10n technlcally 1nconect descnptlonl -
"'L':.flom bemg conectly deﬁned and such that the sum of 1ng1ed1entsf'.
="thus Iegalded as obscule o :goes ovel 100% '

3 ' Outhne of invention as a | The numencal deﬁmtlon 1s such:
technical concept(i.e. the scope of | that  only  minimum and
matters covered by the .co.ncept) is .ma\nnum ﬁgmes are descubed
not cleax. The base of companson andi

| extent 1s vague(ex fal blggel ).

us functmn clann in a US apphcatmn mat be;



4 |The category to which the process and devme to B
invention belongs is not clea1 or ,‘ the ant1cance1 effect of chenncal
| specified category does not seem compoundA” L
appropnate for the mventlon ~ 3 |

5 -;The elements by Whl(‘,h the” _' certaln palts 01 a dev1ce that the
o "mventlon is specn‘ied are stated lparts a1e 1ncorporated” o

in the form of selectlons whlch do_: : transmlttel or rece1ve1 that has

"I not have similar feature or | certain power source

‘fnnctlo_nto each other.

.3 2 1 2 Detelmlnatlon of novelty and 1nvent1ve step L .
_ When the descnptlon of patent clalm is clear clalmed 1nvent1on wﬂl
be admltted 1n accor dance W1th the descnptlon Accm dmgly, when there 1s a
- descmptlon 1n W}uch an 1nvent1on is sp ec:ﬁed by worklng, functlon cha1 acter
or featule the patent cla1m is construed as covelmg everythmg that
produces such worklng and function or as covermg everythmg that has such
character or feature, base on which novelty and inventive step sha]l be
detelmmed comparing with cited and pr101 inventions.
Accordlngly, c1ted and prior arts sha]l contain not only corresponding
structure, matenal 01 woﬂungs to the means for attalnlng spec1ﬁc functlon%

} fdescnbed in the spec:ﬁcatlon and 1ts equlvalents but also everythmg thatﬁ

have such w01k1ng, functlon chalacter and feature.

:3 2 1 3 Constlucnon of technologlcal scope :
. Technologlcal scope shall be determined on the description of patent
claim(s) based on’ the constructlon of terms used in the clalm(s) of whichj
meaning is glven 1n cons1de1at10n w1th the descuptmn and drawmgs of
spec:ﬁcatlon other than clalm(s) Thelefore a means plus functwn clanni
rnay“he construed not hmlted to the conesponchng structule matenal or
worklng to the means to attaln sp ecrﬁc functlon descubed in the spec1ﬁcat1on

a “d"1ts equlvalents

3 2 2 Conlpanson ‘'of Japan and US

3 9 2 1: Requnement of descrlptlon ‘
" It'is assumed that there is vntually no dlsmepancy between J apan

and US and that a means-plus-function claim in a US application that is now

—16—




filed: w1th1n a Japanese apphcatlon shall be accepted as: fa1 as the’ clanty 15

secured. fuoiirio s i

3- 2 2-2: Standard to determine novelty and inventive: step e
“In - Japan,: patentability : shall -be’ determined -with: reference “to
everythmg that ploduces spe(:lﬁc workmg or: functlon and that- has such

character or feature

thﬂse!Z-Wh'l_Ch"attall’lS‘-::"Such function: descubedum- the ‘means-plus-function
‘claim(i.e. the same:standard ‘as current:Japan). But- now, after In're
Donialdson - decision:delivered by CAFC;. the implementing ‘guideline : of
USPTO published: in: thee~0fﬁei'al_,f=(}aze'tte: ‘of May. 17, 1994 provides: that
“pursuant to the 6th:paragraph of section 112 of Patent Law, USPTO:shall
construe that it is restricted to:construction;: mateual or W01kmg SpEClﬁed in
the. spec1ﬁcat10n and its.equivalent:” soale D i ol

. Accordingly, it cam ‘be: said:‘that the standard: for dete1m1n1ng :
pat-entabﬂgty:. of ameans-plus-function claim is higherin:Japan thanin US t

3:2-2-3: Broadness of technical ‘scope . w7+ .‘

. The technical scope of a- means-plus-function claim-in:a US patent is’
vestricted to, pursuant tothe provision:of -6th paragraph of section 112;
means or manufacturing process to attain specific function is restricted to’
corresponding structure; material or working:described in-‘the specification
and its equivalent. In.Japan, on-the other: haiid, ‘there is'mo corresponding”
law -or: provision ‘because of ‘which the ‘technical :scope of 'a means: plus--‘
function clalm 1S supposed to be construed broader thanin US

4. -Notice to b’e? tak'en'When ﬁh’ng a‘US app]ieat—i'ta'n'.=fr0m J ap'ari‘ e
4-1: Comparison in unity of invention of Japan, US atid PCT + ¢ vt oot
. Table 4-1 shows the definition ‘of unity of invention by Japanese and
US patent laws and PCT. In: Japan::§ 37.of Patent: Law provides unity:of
invention: In US; the examination standard for Restriction Requirement is -
specified in MPEP 806.05. As to PCT, Rule 13:provides unity of inverition.
- In table:4-1, the standards for unity of invertion in Japan, PCT and *
US are:listed in:that order: from left to right: It also’attempts to compare
them in: light of six types in which the categories of inventioiis containédin a

- In-US;on- the othe1 hand it-had-been: 1ega1ded ghatcanyoriall: of o



‘single -application  is- same(type -1) or.:different(type2~6). Among-different
categories, we compared by “process for manufacturing a product and the
manufacturing device (type2),” “product and its manufacturing process (type
3),” “product and:its. use: (type:-4);’- and - “product :and iits:use “and
manufacturing process(type:5).7 The numbel for: the: types is given from top
to. down simply for convenience. -l o SIS SR

This order followed that of MPEP in US because of Wthh (1v) and (m)
of séction 37 of Japanese-Patent Ldw :are listed in opposite oxder. = -

;.- In table 4-2, Venn diagrams.are 'emp‘loy:e”d to.visually understand the
relationship of:three systems regarding unity of invention: It -appears that
Japan demands in-any type(1~6) less requirement of unity: of inventien than
in US. It can.be said that the Japanese requirémeéntis generally the same.as
that.of PCT except:that an application which meets (1)and (2) of seclion 3%in
Japan may not overcome PCT’s requirement:of Rule:13 if: the categories-are:
the same(type 1). On the contrary, ev'enz:iffz'an.«app.}i(‘:atioﬁzme.etS- PCT’s

| ife,q‘uiiremen,t_ of irivént-ion-,; unity of invention may not be recognized in Japan
if (1) and.(2) .of section 37 are:not met: Furthey;: in- type:6; ‘an-application:
which meets (1) or (2) of section 37 as well as (3) or (4) and multiple related
~ inventions are specified, such related inventions-may not.intervelate to-each’
other. In this case, it goes against:the requirement of unity of invention of
PCT. Consequently, there may be some: dlscrepancy in: requuement of unity:
] Of mventlon Ry R B T B S AN SRS BT R L ST SRR AR A ST
- To-go: back to 4- 1 when comparing J apan. and US -asto: relat10nsh1p g
o_f . Subcombl_nat_lon- and: combination, Restriction - Requuement “may: be:
- ordered if the .subcombination: itself -has-patentability: and applicability by
itself. In this case, the requirement for: unity -of invention is not met, which:
relates that the requirement is tougher than that of Japan. In this case,
- again, Generic Claim canbe made which can be.an apphcatmn if the Generic”
Clalmhaspatentablhty ER S o e el
; -To see'type 3-as-an example of defelent categones when for example
censuielmg ’product and its manufacturing dpparatus’ in US; the unity of '

.inyention shall:be.met.when the .product.can:be:manufactured.only-by:thie:i v

manufacturing: device - as. well s when'ithe marufacturing device is+
competent only : for ‘manufacturing:the: product. In- Japan, ‘this’ “only”
requirement is. not:imposed: which makes it difficult for an applicant to .

- overcome  the requirement. of unity -of invention' in: US. Asito different’




categories, it is possible in the US to contain in a single application through

Linking Clgim.

4m



Téib!e 4-1 Comparison of Requiremeﬁt of Unity of Invention in Japan, US and PCT

16 .

Japan PCT: Us .

Type Examination guideline for ques- ‘ B
Requirement of unity of invention § 37 Unity of inven- | Rule | tions of restriction requirement MPEP Sec.
fion _

Where there are [ when compared the inventions are 0] An international | 13.1 [ Relative to an application contain- | 705(g);

1 two or more with the specified |the same in terms application shall |- ing combination claim and sub- 806.05{a)(b)
inventions, they | inventions, of the industrial relate toone combination claim, restriction
may be the sub- applicability and invention only or shall not be required if patentabil- :
ject of a patent the problem to be a group of inven- ity resides in the subcombination
application in solved lions so linked as claim and the combination claim
the same re- to form a single does not contain novelty that the
quest provided general inven- subcombination claim lacks
that these | tive concept {Requirement for unity of inven-

' tion is met).
Single : _ .:5
Category inventions are | when compared | the inventions are (i} However, 806.05(c) -
of an invention | with the specified |the same in terms if combination ciaim-and sub-
claimed in one | inventions, of industrial appli- combination claim have pat-
claim ; cability and the entability respectively (i.e.
{hereinafter substantial part of where patentability does not
referred to a$ the features solely resides in the subcom-
“the specified slated in the claim bination claim),
invention") and ' if the subcombination has util-
of another or ity by itself, or in other and
other inventions different relations,
having the rela- restriction shall be allowable
tionship as indi- (Requirement for unity of in-
cated below: vention is not met). _ :
with respect to Requirement can be metin the | 809.03

such specified
invention.

case of Generic Claim.




2/8

Various
Categories

Japan PCT ! Uus .
Type ' Examination guideline for ques-
Requirement of unity of invention § 37 Unity of inven- § Rule | tions of restrictibn requirement | MPEP Sec.
: . N tion... e
| where the speci~ | inventions of ma- | (iv) | Aninternational | 13.1 Relatlve to mventions regard- 806.05
2 fied invention chines, instru- | application shall Jng apparatus and process B}

1 relates to a proe- | ments, equipment |

ess, or other things

the product

used for handling .

| relate to one ‘

invention only or |
| a group of inven-;
tions so linked as:

to form a single

: general inven-

tive-concept

med. can
her mate— :

: @ic_‘»n’stjé[l'_b_e met. ;




3/6

Japan

=86

Various
Categories

_ PCT us
Type : . Examination guideline for ques-
Requirement of unity of invention § 37 Unity of inven- | Rule | tions of restriction requirement | MPEP Sec.
: fion
where the speci- | inventions of (i) Relative to inventions regard- 806.05(f)
fied invention :

relates to a prod-
uct,

process of manu-
facturing the
product or inven-
tions of machine,
instruments,
equipment or
other things used
for manufacturing
the product

* | shall be met)..

ticed by the apparatus) and the |,
‘resultant product . :
_(a) lfthe product as clarmed

‘can be made by’ another ‘and

?materaally different’ process; or
(b)if the process as claimed is :
‘not an obwous process of mak- |
ing’ the_ product o

:_ab (Reqmrement for unity ‘of
}mventuon is not met).

(If claimed product is make
‘only by claimed process, and i)
'clanmed process makes ~

rng ‘apparatus (or process prac- |.

c!almed product only, require-
ment. for unlty of mventlon




4/6

Japan : PCT iouUs
Type Examination guideline for ques-
Requirement of unity of invention §37 Unity of inven- | Rule | tions of resirictioh requirement MPEP Sec.
tion
inventions.of - |-~ - - R ' .Relative to cla|m(s) regarding 806.05(h)
4 process of using - product and- process of usnng :
the product, in- the product, . .. :
ventions of proc- if the process. for using: as
 ess used for han- _ ' claimed can be pracl,t_ce,s wdh
Various dling the product, : another. materzally dlfferent S
Categories : inventions of " product O -+ i
' products solely ; -if the. product as: c!anmed_ can.
utilizing the spe- | I be used in‘a, m_ate_ 1_aily differ-
 Gific properties of : ent.process;: D
the product or : restriction- shall be allowable, ;.
inventions of i (Requrrement for u nity;of in-
things used for X : vention is not met):
- handling the et e e
' product




5/6

Typ;e

Japan

PCT

us

fRequirernent of unity of invention

§ 37

Unity of inven-
tion

Rule

Examination guideline for ques~
tions of restriction requirement

MPEP Sec.

: * Various |
Categories :

type 3+4

1 restriction shall bé aliowabie
1 (Requirement for unity of in-

| making) is allowable.
_ product is rejected unlty of
‘automaitcally with regard to

| proeess of use-and- process of
maklng 5 2

Three set claim; .

Relative to an application con-
taining claims to a product,
claims to a process of using
the product, and claims to a
process of making the product,

ventien is not met).

(a): If the: product is: distinct:
from the, process.of making-the
product, restriction as to the
three categories (product,::.:
pr,ocesé_;.qf ,u_se;:and process of |

{b)-However, if the-claim o the

invention shall be examlned

806.05();

37 C.F.R.
§1.141(b)(h)




.. .6/6

—8u—

Japan Jus s e o :
Type f R Examination guideline for ques- o ;
Reguirement of unity of invention § 37 Unity of inven-. tlons of restrlction reqmrement MPEP Sec.
. Such inventions-having a re!atlonsh:p prowded in Cabi- (v) : tn the case where ‘a linking 809,03 .
6 net Order pursuant to §37 (v) of Patent Law shall. be : Patent . tclaim’is made as d means o~ :
those havmg relationship, as provided in (i) and (w) of Imple_m_.:_, .| extend.the scope of unlty of -
the same section, with the invention stated in the claim - | menting invention. :
Various where inventions having such relationship as provided-in-{ Act - - ~["There are- followmg three
(i) and (i) of the same section with the specified inven- @ | §1bis types of | llnkmg clalms

| Categories

tion as provided in the same section is stated in patent
claim(s) :

product
prod uct

“Iof making and'd process of s

i

using




Table 4-2

Comparison of Requirement of Unity of Invention

| concept-

o made

made through a materially”

. { materially different:process .|
(b) if claimed:process:can be: i

“used to make another
" product

1/2
: Japan PCT ' us
Type Unity of Invention Unity of Invention Examination Guideline for Question of interrelationship
- {§37) (Rule 13) Restriction Requirement
Single - | satisfaction of requirement - : rJP us
. Category 1 provided in (i} or (i) restriction not allowable pursuant to 806.05(a),(b) or (¢) PCT; A
formation of a single - L
() nor (i) is not satisfied | general inventive where a generic claim is if subcombination contains
because of being concept made patentability and utility by itself
v1rtually same or
d:fference in category
: restriction not allowable pursuaht fci"SO'S 05(9) S JP - PCT US
satisfaction of requirement | formation of a single | . o ‘ )
2 provided in (v) general inventive where a linking claim is (a) if ctaimed'process can be
concept made ' practiced by tneans ofa
' materially: dtfferent apparatus | |
Various (b) if claimed apparatus can. .
- Categories be used to another | process )
| ‘ O _ restnctlon not allowab[e pur:.uant to 806 05(e) o LJP PCT AUS
ﬁ 'sahsfaci 0 equtrement ) 'formatlon of a smgie"‘ K [
3 prowded m,(ul) general mventzve where a Imkmg clalm is (a) if clalmed produc;t can be : i J




202"

S , Japan o N PCT B L : us L S e -
Type - Umty of Inventlon - Unity of Invention . - Examination Guideline for Question of Interrelationship
L C{§3N) (Rule 13) =~ Restnctlon Reqwrement B o
A o __— : restnctlon not allowab[e pursuant to 806 05(h) JP - PCT /US
sattsfactlon of requ1rement fermation of a single -
4 - provnded m (m) ' general inventive’ where a hnkang clalm s (a) if claimed process can be’ ) B
P , concept made e | used to make a materlally ' '
S different product - .
o (b) if claimed product -
S applicable to the: use of -
L other process -
Various : Lo R R - y
Categories | = ] R ETE B T ' . restriétion not"ailo.wable pursuant to 806.05():"
| satisfaction of:requirement . formatlon of a smgle L - P PCT / us
-5 | provided in (i) . general lnvent:ve where a imkmg cia:m is (&) if claimed product is distinct _
S B concept made - - | from claimed process to make 7 )
L - : ~ the product o
- {b) where cla[med product is
oo | rejected, remained claims will -
oo ‘| be automatlcally restrlcted to F
process of use and process of P
R makmg ‘ . P
6 sa'usfactlon of requ:rement for’natmn of 3 smgle where a |mkmg clalm is &

; prov1ded in (v} and Patent.
- Implementmg Ac:t § 1his =

general inventive
'concept

made

possnble subject of restrnchon

requlrement




- 4-2: Comparison in practice regarding unity of invention of Japan and US

: " (Analysis of an actual case of US apphcatmn filed flom J ap an)

4 2 L: Explanatlon of data _ - . :

| L Whlle dlfference in unlty of invention between J apan and US can be

. undelstood by each- natlonal law and/or rule, it is not clear what featule lies
. thereunder. To- grasp the actual situation in both countries, we collected Uus
applications ongmal of which are filed in Japan and collected such data as
- whether restriction was- lequn.'ed regaldlng such us. apphcatmns Yeasons

" therefor and: other mattels SubJect US apphcatlons wele classdied

 according to the filing ° date (1985~1987, 1989~1990 and from 1991) of
 original Japanese apphcatlons (helelnafter 1efe11ed to as: conespondmg
. Japanese apphcatlon”) i : B :

_ (1) Condltlons for Samphng - E T TR T

Subject US apphcatlons wexe p1cked up at landom flOIl’l Uus
applications filed by the compames Wh1ch ‘members of thls memg group
belong to. _ S g :
Total 1174 cases were collected (52 US apphcatlons of Whlch
correspoindg - Japanese apphcatmns filed from 1985 to 198( bef01e_
1mplementat1on of revised system of multiple claims, 66 US apphcatlons of
 which corresponding Japanese apphcatwns filed flom 1989 to 1990; after

: jimplementatlon of revised system of multlple claims and 66° cases! as' to

conespondmg Japanese applications: filed since 1991) The collected cases
 were studled regaldlng items descubed n (2) - '

) Outhne of collected data _

| The study items were, avelage numbe1 of entne clalms of US
apphcatlons at the time of being filed. (he1e1nafte1 1efe11ed to as “aumber of
claims”); avelage number of 1ndependent claims at the time of bemg filed
%(helemaftel 1efe11ed to as numbe1 of independent clalms) numbe1 of
a dependent clalms at the time of bemg filed (heremaftel 1efe11ed:to as

. ‘number.. ofm dependent claims” D, average number. of DAges. fon
explanatlon of 1nvent1on in US patent pubhcatlon (helelnaftel refeired to as
“anumber of pages ") average numbe1 of d1aw1ngs at the tlme of a patent being
registered (hereinafter veferred to as numbex of drawings”), average iumber

. of domestic combination which shows the :number of US applifcati:011;s that

detalled,._\.,:....y. e




claimed Japanese  priorityi.at:the time ~of US applications . being- filed
(hereinafter referred to as “number of domestic combinations”);:and ‘whether
or:not-each US -application were ordered:.for-restriction ¥e quil_'_e,ment.{

ool Furthermore; we:stu died the: applications- that: were:and- were -not
required for restriction by.the average number of entiré claims, =ir;d,epjendént
claims, dependent claims; drawings, pages in:patent publication:and number

of domestic combination.

| Table 4-3

Filing [entirlindepend |depende: {wholidrawin |domestic|réstricti: | =m0
year in | .e.-jent claims(nt claims] e[ - gs:: ~[combinat{ :.on :: |restricti
~Japan :|clam{ o ceaat o e en fpage o o s dion .=1".e.quire-‘. ISR} » IELeR
S _ s “mient! |requive:

1 ment

1985~1 | 10:8{77 723 5 "85 [ B8 [ ALT fui24 oo| hel e ufd T
987 roife cnifiee it | bow afevadfooen lnn 00 b vn e i
1989~1 | 11100 2570 e 8.7l BT 1206 | #0201 [ 11 andd 55
19907 |l wefre i Chei R Gl s ioan s R ES B
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It appears from this data that the average figures of each item,
except for domestic combination,_have been raised after implementation of

revised system of multiple claims.
Figures of each item also show considerable rise as to applications to



which restriction was requned when compaled withthose :'which was not
required for restriction.: SR : ' ' g ' '
It is assumed from the rise of numbers of restriction requirement that
revised system of‘multiple claims is-utilized in Japanese applications though
a big:change cannot be seen in: number of domestic combination before: and
after impl‘ement‘ation of revised system of multiple claims. =~ oo e

4-2-2: Analysis of Data

:(1) TlﬂIlSlthIl of numbel of 1est11et10n requuement ‘

- We obtained the ratio of number of apphcatlons that 1est11ct10n wele
requn'ed to number of subJect US applications of each term of which resultis
shown in Fig.4-1. _

» It was 9.6% as to US applications of which correspondmg J apanese?
apphcatlons had been filed between 1985 and 1987, 16. 7% as. to those’
between 1989 and 1990, 23.2% as to those in and after 1991, whlch shows the?
I‘lSlIlg‘ trend of recent years of restriction lequnement fr om USPTO

And as to US applications of which original apphcatlons had been§
ﬁled in Japan between 1989 1990 and those in and after 1991 the rate, ofg

app]lcatlons : ! P
; In 1987, so- o-called revised system of multlple clalms was mtroducedi _
and the scope of umty of invention has been extended. |

Wh_tle 1t Was 9. 6% as descnbed that the US apphcatlons of Whlch:";
or1g1nal Japanese apphcatlons ¥ had been . ﬁled 'ef01e this
1nt10duct10n(1985~1987) that lestuctlon were 1equ11ed the ﬁgule Jumpedj

almost twme to 19. 7% as to those afte1 1nt10duct10n of 1emsed system_of

Of unlty Of 1nvent10n adm1tted 1n Japan 15 b10ade1 aftel 1nt10duct10n of:;Q
1n1p10ved multlple clams than that adInltted 1n US T ‘




Restrlctlonf

"“---;‘?‘TEQUlfedG

1985 1987 1989 1990

Flllng Year of Correspondlng Japaneqe Appllcatlon

Fig.4-1 Transition in-Number of Restnctlon 1equ11ements by Apphcatlon
Yea1 in: J apan:.

(2) Comparison of Applications with and without Restriction requirement  « :
' +Wecompared: thenumber. of - total - claims, independent. claims,
dependent claims, whole pages, drawings, and domestic' combinations as to:
applications which made restriction requn‘ement and those Wthh dld not.
The resultis shown in Flg 4:2.

Restncuon: mqunemcnt
‘No restriction. requn‘ement

Entire Independent 'Dépendentl Whote Dmmngs Tomestic
claims  claims claims puges “ombinations
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Fig. 4-2 Number of claims, whole pages and drawings of US patent
specification...and ..number.. of domestic..t. corn_binations . b.y ...xestriction
_ requnement _ L ' | :

The ﬁguxe shows tha_"fieach number of total clalms 1ndependent
claims, dependent claims;, - Whole pages;. -
comblnatlons of apphcatlons Whlch made_':iestrlctmn 1equ11ernent 18 more
_ _than tw1ce than that of those Whlch did no ‘

ake restriction requnement

o which shows the tlend that the 1ncrease m:'f-to al clalms mdependent clanns

dependent clalms whole pages drawmgs and domestlc dlanngs may be
accomp amed by mc:L ease in restrlctmn 1equ1rements D N
Now 1e1at10nsh1p of 1est11ct10n 1equ11 ement and each numbe1 of total

claims, 1ndependent claims, dependent clalms whole pages dlawmgs and.. ... .

* domestic combinations is analyzed as follows,

- (8) Relationship-of number of claims and restriction requirements: . 2

We studied the relationship of number of claims(total' claims;

independent claims and dependent claims) and restriction requests of which

result is-shown in the table below: Relationship with number of total claims;

independent claims. and: .dependent:.claims:: areshown: lespectlvely ‘in

giaphlcal chart of Flgs 4-3,4-4 and 4-5 - St senrn Db

Relationship of Number of Total claims and"Restriction.-'refquirem'en&t:

| Number of- Restriction Number of Ratio of Restriction
Total claims | requirement | Applications with | requirements (%)
and without '

" restriction. =
: _ l'equirem'ent” -
1~10 8 | 93
1~20 | 10 57
21730 | i 8
31~40 g e
51 or more 5

.drawings, . and domestlc‘




C—1
%—  Rauoef Restrictionrequirements .~

Number of Restriction requirernents
Number of Application with and
“vithout Restriction requurements.

1--10. K

05 915-90.-.8] - 240 ~41--50

‘ Numberof Total daims ~~~ ~

Fig. 4-3 Relationship of Number of Total claims and Restriction 1‘equi1‘emén_t

Relationship of Number ofIndependent Claims and Restriction reéquivement

ol Number of o
{ ~'Independent
Claims

| requirement:”

Restiiction

‘Numberiof
Applications'with
and without
restriction

requirement |

| requirement (%)

“Rafioof: |
- Restriction: =

5.7

34

2610

T

2860

9

3337

10 ormore |

6

1100



Number of R&mctm requnements

Number of Application with and .

1,2

3’ 4 5’6 B

T8 10+

Number of Independent Claims

Fig. 4-4 Relationship of Number of Independent Claims and Restrictionl

i Relationship of Number of Dependent Claims and: Restriction requirement,

Number of

| Dependent Claims|.

‘Restriction
Jrequirement. -

Number :df :
Applications with
and without

restriction

requirement

[Ratio of restriction

requirement (%)

w0

6210 _

"21— ~ 30

40

41 or more

w o jro oo [<3 fe |0

60




Number of Restriction: '*rectﬁljném{énté 8
Number of Applicationvith and = 7
L without Restriction’ requu:‘ements

~&-  Ratio cﬁ‘R&sUmtlonremurements i

0--5  6--10 11--20- 21--30 81--40 41--
Number of Dépérideﬂt Clajms 0

Fig. 4-5 Relationship ‘of Niimber of Dependent Claims and Restrlctmn =

requirement

' As" the ‘inciease in ‘mumber of claims, independent claims and
- dépendent claims at the time of US patent apphcatlon numbe1 ‘of 1estnct10n
requirements also rises, which s€emsto show that an apphcatlon with' m01e
claims is more likely to be ordered for restriction.
"It is éspecially remarkable that the result of this seaich showed that
100% of applications with 10 or miore claims were ordered for restriction.

(4) Comparison of Number of Pages and Restficﬁdﬁ-"iedhiféﬁxeﬁf: TEETSIRTIEEE S

. Here the. 1elat10nsh1p of number of pages and restriction requirement.
is studled of which » esult 15 shown mn follomng table as well asin a g1aph10315
chartlnFlg 46 : B S A ATt :

§Numbe1- of Whole | ~ Restriction | Numberof | _ Ratioof
Pages ~ réquitement . | Applications with Restriction.- - |
R ' . and without - requirement (%) |
vestviction | <
requirement. .

4~6 L9 79 b srma D
™15 12 47 925.5

—ar—




Number of Restriction requirements
Number.of Application with-and i+, -
L1 \ithout Restriction requirements
—®—  Ratioof Restriction requirements. . :.:

:'~3 : R 7“15_ , 15” .:
Numbex of Whole Pages

Fig. 4-6 Relationship of Number of Whole Pages and Restriction ... ..
1'equirements

.. .. It.is suggested that an application with more claims are more hkely
' 1:0 be a]lowed for restriction from . the fact that. the number of 1est11ct10n
' %-ggyll?mﬁl?t.szr‘lﬁf?saa.sgth?*t; of whole pages increases. . ..~ ..o

(5) Relationship of Number. of D1 amngs and Restrlctlon 1equ11 ements _
| . We herein . stud.led the relationship. of, number of. dlamngs and -
1estrlct10n requlrements of which result is shown in following table as well
' asin a graphical chart, Fig. 4-7.. .«

i ;~;Restric?i9¥i:.-_.z_s.- + . Numberof .. [Ratio.of restriction

requirement Applications with | requirement (%) |
and mthout

| 1estr1ct10n |

requirement R

22 | 13.6

0|

6~10 45 | 89
__u-20 | N . v/ 12.8
_Zlormore | 14 | 34 | 412

o | o feo |

—36—




without, Restriction requirements ; :

“Number of Resbriction vé requivements ™~ 1T ey
Number of Application withand,

15

g0
Numbe1 ofDlawmgs -

1-—20

: .2..1:_-_. Mo

Fig. 4-7 Rélafi’pﬁéhip of Numbe1 of D1aw1ngs -énd-Rés_ﬁriétiqé 1equ11ements

While it can be said that there is a trend that the rise in number of
drawings is accompanied by, the increase of restriction requirements, it
cannot be said that there is direct relationship between the two figures. It
seems that the number of drawings is not so closely related with the -
rés’ti'iétioii?'i'équir'eniénts: As number of ¢laims ‘and pages which is suggested
by the search result that the ratio of restriction requirements to applications _
with 21 or more drawings remains as low as 41.2%.

'(G) Relatlonshlp of Domiestic Combination 'and Restriction: Fequirements
| “The 1elat10nsh1p of numbéi of donigstic combination and restiiction
requlrements E studled Of whlch 1e5ult is shown in fo]lowmg table as Weﬂ as

Number of

“‘Combinations |

“ Domestic

Restriction

reqairement”

Number of

requirement

Applications with”
‘and'without

Ratio of 7
““‘Restriction

iﬁl‘é{luii‘énléﬁf (%)

veStriction ©F purn sl

e A7 —




42 16.7
o8 143
4 1 455
s~ | s | 13 231
8 or mere. N -4 - 5. : 80-‘__:1 :

QI DD |

Jeo [ov i | e

Nurmber of Restriction req’mre'ments?
Numbe1 of Application withand
= without R&:tnchon requuements .

THD TR T AT NERES: TR (R T UNY. PO SR RN
7 Number of Domestic Combinations’

 Fig. 4-8. Relationship of Number of Domestic Combinations and Restriction,
requirements ... ...

The increase in number of restriction requirements remains low
When the number of domestic combinations is Within 7. Rather number of

the number when there are 4 domestlc combmatlons As to apphcatlons w1th
- 8.or.more domestic.combinations, restriction .is aﬂowed to 4 out of 5 US
applications(80%). The number of domestic: -combinations. : to...which

: apphcatmn the 1est11c:t10n 1equ1rements was ordered was 8,10,13, and 15-,

LIt cannot be sald therefme that there s mutual 1elat10nsh1p;
between the numbel of - domestlc combmatlon ‘and that . of.. restriction.
requnements except in the case that the number of domestu: combinations is:

excessrvely hlgh




4-2-3: Reasons for Restriction Requnements ctrbery et B

.. Among . subject applications: of :this :sear ch numbe1 of caseés . that
restriction: requirements were -ordered is ;shown .by:classified reason:and
proportion to the whole cases as to the 22 applications in Table 4-4.where the
classified types correspond those in Teble 4-1,

Table 4- 4

e L P N T Cases: - Jy (%) 7
1 Combination/Subcombination 7 32l
2 "'-\:Appalatus/Plocess plactlced by clalmed chely Qi [ 9

"|-apparatus :
g Appalatus(m process practlcedby claimed B I T e R

{apparatus)/product SERR T T
4" | Product/Pracess of Using the ﬁrOdﬁet' chrig el gl
“5 “|'Three Set Claim (Ploduct/Pmcess of I SRR S R SR
* [‘Use/Process'of Making) * T R T TSI U] ELECEES PR T
6 | Where Link Claim is made as a means to 0 Q-
extend scope of unity of mventwn _ |
- Reasons Unldentlﬁed Y Y S 23

The most common reasons for 1est11(:t10n requ1rement 1s type 1 01
comblnatlon and eubcombmatlon followed by type 3 or appalatus(m

invention. In the case- of type 3 f01 1 stance whﬂe ploduct and-process of
making it” sha]l meet requirément of umty of* 1nvent10n in Ja ap an, it could be
subject of restriction requirement in such cases as “claimed ploduct can bhe
made by materlally dlffelent plOCGSS  for which. attention should be paid.i in; '

Thele are ﬁve cases f01 Wthh reasons cannot be c1a351f1ed to any of
the six types such as “specific drawing (or working example) should be

—_—20—

i Class::ﬁed Reasons iz |- Nugitber<f-| Proportiof|



selected from multiple drawingsEs(or-:zWOrkin'g-"fexampleS)”--and: “number’ of
inventions cannot:be:determined because multiplerindependent.claims and
multiple: drawmgs are contalned They are the- 1equue1nents thatdo mot

existimJapan:

4-2-4 Completion in terms of quality of US patent specification

... Fig 4-9 shows the transition of:number of total claims, 1ndependent
éclalms dependent claims,; whole pages and drawings in the spec1ﬁcat1on of
US patent application as fwell as number of domestic combinations b_.Y__ ﬁhng

?,yeal

: As to number of clalms number=
éand dependent clalms 1is a]l on the rise. The mtereqtmg palt 1a ‘rhat whlle
éthele |18 vntua]ly no change 1mmed1ately before. (1985~1987) and
‘after(1989 1990) the arnendment of 1987 whlch 1nt10duced 1ev15ed system of
multlple clalms the numbe1 Jumped th1 ee years, afte1 the 1111:1 oductlon 199 1)
It 18 also t1ue of numbe1 ‘of whole pages and dlawmgs 1f not that dlastlcally
As to numbel of dornestlc combmatlon the numbel remalns as, low _aszE 3

C&SBS

Who]e o Drasvings. Dom&shc

Dependent i [N RS
w c.lalms pafre% e (‘ombmatmns N

Flg 429" Transition’ of ‘wumber  df clalms “pages and dlawmgc; 1n the
' spe(:]_ﬁcatmns of US patent apphcatlon and numbe1 of dOmeStIC combmatlon




It is assumed to be because of increase in claims of original Jdpanese
applications’or in supplemental matters for preparingUS: application that
the ‘number of “claims;, ! pages; drawings:rises iwhilé ‘number: of  domestic
combination stays low.: In any reasons; it ¢an be said-that the contents.of US
patent applications are getting more c'ompleted As to number of claims, the

M trend has become’ conspicuous.in US -applications: when three- yeals have
“ passed since the introduction’of revised'system-of multiple claims.: e
Lot Ibcan be said that thefact thatnumber:of domestic combmat'_

remains as small ds 2~3 cases' even after three years: from-introduction of :
improved multiple ¢laims shows that improved multiple-clamshave notheen -
fully utilized as a means to prepare a sp emﬁcatlon that 8 competent to file

abroad without. demestic combmatmn

- 5: Notice to be ‘taken when: ﬁ_hng adap an“eée" application from US: /.
5-1: Companson in‘number: of: patent claims'and cost(oﬁﬁc:lal fee apphcatmn

fee+annu1tles) in Japan andUS:. " i il Ftioe g noine
= Figi5-1 shows thé:comparison: of patent cost (ofﬁ(:lal fee apphcatmn
feeannuities) in Japanand US - i il

( dollars )
; 35000 o
.-30000 - o
25000 - “e Japan Basic Fee
—&— Japan Bach Claim ~ -
20000 . .= Japan Glaim 1
e st _Jap‘mClﬂlmZ
15000 T X Japan_ Cl-‘nm 10
e DR vl J’lDEiIl Claim 20
10000 40 USBasicFee
5000
= 0

r-No’J*:rmcor-oocnoFc\Jm__:r_m
it o SEEEAN . D T T T T T T s

chslmtlon Feeand Annuities (Years)

- Fximination

* Wlingel Application
7 Requestfor:.
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F1g 5 1 Companrison of Patent Costin Japan-and US:; i
-+ As :seen: from-figure-above, there is not-a; gleat gap between Jdpan
and:US.ln:.p atent cost fromfiling of application-until registration. Even-after
registration, there is not-much difference if the number. of claim(s) is one. or
EWO. 5 e eyt LI e i e fasl
¢ .~However, the Japanese -annuity -system:is :distinctive, ~which .is
obvious from the figure above, in.that the additional fee is'simply added
according to: the nuinber of claims; For instance, if 2 patent containing 1, 10
or 20 claims ,the official fee containing annuities of 15 years should be. widely
ranged from some Imillion yen: ($ 10,000); 2 million yen ($20, OOO) to:3million
yen ($30,000).. T et G0 BRI 5 an bl g

The patent cost for one J apanese patent can thus be twice and treble
by the number of claims included therein.

Accordingly; when filing-Japanese-application from: US, it is:quite
important in terins of cost to reduce the number, of claims;.not: 3ust filing the
same application as the original US application. v «vnf b insitine e o 000

+ it eould be worried; on:the.other hand; that the: llghtS 1efe11ed flom
the Japanese patent with such fewer claims could be weak. and. the scope of
protection could be narrowed. ‘

Under J apanese patent system, hOWEVCI there is no need f01 a

patent to be prowded with such a lot of cla_tms asa US patent at the time of

“registration if the descrlptlon of spe(:]ﬁcatlon 18 clear And 1t 1s con81de1ed
v that the equlvalent 11ghts w1th the US wﬂl be granted '

5 2 leference in Clalm Construction between J apan’ and US ‘
It is because of followlng reason that strong and Wlde 1anged rights

s - C an be granted in. J ap an mthout makmg as many Cla_'l.ms as in US at the time
vofregistration. | A e EEE

- 5-2-1: The lefelence in 3udJC1a1y system_ “to after

Reglstl ation in Ja ap an and’US."

-~ In-apatent 1nfr1ngement sult the Vahdlty of- subject patent 15 almost';"""’"“-"-‘-‘“ S

aIways argued. PRI NI FTEEIES R R RS Eaa
‘ In US, it is the court that detemunes the vahdlty of a pateat but in

~Japan, it is determined in principle by the Patent Office, not by the couxt due
to the doctrine of separation of the three powers. (That is, the court treat the




“case onthe assumption that the patent isvalidyy 500 s s

As ‘to correction of claims after vegistiation, on” the  other “hand,

procedures are handled by the Patent Office both in Japan and US.

In US, therefore, since the patentee cannct correct patent “claims |
against ‘the allegation of offensive party in:the suit’ that the patent in.
question is invalid(though a reissue patent can be granted in US as'a result
of correction of claims after registration, the patentee cannot maintain ‘the

‘suitbecauseoriginal rights shall'be abandoned in‘the procedie fora veissue —

patent.), not only such claims with functional: ‘ex‘pres’sion'biit also claims with
definite mode that are difficult t6 be revoked are required at’ the tlme of
reglstlatlon P e

- :In Japan;on:the other hand, the allegation of inva]idat-ibii of a patent
shall be treated by the Patent Office in the invalidation procedure (§123 &t
al) in which: the patentee will be granted an opportunity to correct the claims
(§ 134(2)). The cost for this correction procedure is far cheaper (49,500 yen ¥
5,500 yen + n yen ( n = number of claims to'be corrécted)) than annuities
dependent’ claims: with- such’definite mode are not necessarily required in
principle if broad: claims with functicnal ‘expression are secured. Cotvection
at: the  time: of invalidation - procedures béing‘ ‘filed(accordingly :":SUCH
specification and drawmgs to- meet this conectlon 1equnement shall be

satisfactory.

5-2-2: Difference ‘in: Clalm Constructlon ‘due’ to Functmnal Explessmn

between Japan and- US:

~Asa result:of amendments of: 1.)J4 clalms Wlth functlonal expr essmn'j
became available'in ‘-‘Japa“r:.s In US; cléaims with® functional explessmn are
construed - within' the description - of specification and’ it oqulvalents
pursuant to § 112(6) of US Patent Law and In re Donaldson decision:* -
In the case of Japan, on the other hand, following issues have to be
noted; S TI7LRE:: IR P ISP FNTIE F P LA NRL P
(D.There is no provision in Japanese Patent Law: that couesponds w1th §
112(6) of US Patent Law. * oyl ey S
@ According to the Supleme Coult decision- on March 8; 1991(30 ca]ledg""
“Lipase decision”*1) and’ § 70 of Patent Law which was -amended’in 1994 to
comply with the decision, it is established within the Patent Office as a
guideline for examining such claims ‘that “while’it is allowable in principle to

AT



consider the description of specification and drawings to.clarify the:meaning
~of the terms, it shall not be allowable, if: technical matter described in the
claims can bhe.in itself g‘rasped clearly,that such consideration be made:to
further restrict the meaning.” , . Lo g
- Based on.such. backgwunds it 8., assumed that the claims with
‘_}functlonal expression shall be 1101rnally construed:broader-in Japan than in
Acc01 d_mgly, 11ghts 1efe1red flom clalms w1th functlonal expression
cover only the description.of. specification and.its equlvalents and does not
-cover such matters that have not been recognized at the time of application
bemg filed. g
. In Japan, on. the contrary, since.claims. consisting . of functmnal
explesswn -are regarded as covering subject technical fields: if only:the
technical matters. are clear, dependent claims made: merely to clarify -the
. claims with functional expreésioh based on the description: of specification
are regarded not necessarily needed. -+ . ooy I

_ . However, in. .compliance w1th the restriction of amendments( 11)
p10V1ded in the amendments of 1993, it is necessary.to state in detail in the
sp:g_cl_ﬁcatzlqn.:apd drawings the definite structure to attain such function and
its operation and. effect to be.prepared for such events that the court
determined the deécription of technical matters in the claim not clear-and
_correction as described above. | |

... It will be an effective. measure,. therefore, for obtaining a broader:
nghts Wlth lower cost to reduce the total number of claims by setting claims:
with functional expression which -is-in -general supposed to be given a
broader ﬁght as the main claim while leaving the dependent concepts:that:
may define and clarify such ;claim described: mexely in specﬁicatlon and:
‘ drawmgs _ _ . L L

53 Notices of claim drafting for Japanese Patent Applications (Case Study)..:
.. For, further explanations, a .concrete claim -drafting for: Japanese

“““Patent Application will be studied using a case which was, actually filed g

dJ apanese based on US Patent Application.. R RTE P - _
-Case: . Japanese . Patent . Publication. No H-eisei. "'5.-"26248- -*(USP '
4775593) | - S S O PN ST FEE NS PR
In thlS ‘case, a, company - of US ﬁled a J apanese: Patent Apphcatlon B

—44=




.with claiming a priority which was based on-a US Patent Application. Each
of Japanese and US Patent Applications had twenty six. (26) claims, which

was 1ssued T P PR P
A clalm txee of the twenty Six clalms 1ssued n J apanis shown below

IA rnagnetie-lieeordi-ng; n_later-iali.(Claims :_1.—__ 1-5) e

o _]:1 0‘—_—‘—.1:_1 1 2—1 3
El 4
2 Amethod f01 makmg amagnetlc 1ec0rd.1ng matenal (C‘lannq 1(‘ 2(‘)

16—17—18 — 19—20—21 |
o s e e SRTI

. ThlS case has twenty Six. (26) patented clalrns on: two categones a
magnetlc recmdlng material . (Product: Claims . 1-15); ‘and -a-method for
maklng the. same (Process For Making: Claims 16-25 and 26).. The patented
claims comprises: three (3) independent claims: (Clalms 1, 6 :and 26); and
twenty three (23) dependent claims: {(Claims. 2-15 and 17-25). - :Assuming
‘that the Japanese Patent is maintained for 15 years after-its issuance, an
amount of maintenance annuity fee is calculated.on:3;518,700. yen (about
35,187 dollars) J g PN ' S \'

Now we con81de1 necessnty of the patented twenty six claims under -
Japanese Law described above.  First, with- respect.-to  the magnetlc
recording material inventions (Claims 1-15): v,

..(1) These inventions are directed to a certain primer coatmg, which is
c1ted as an element (ii) i in Claim .1, and patentability. of the dependent claims
are taken. intg. c0n51de1at10n referring: to the prior art:disclosed in the
spe(uﬁcatlon Acccndmgly, we think Claims 1 and 7-9 are necessary.

& ._(2):Fnrthexn.101_e-, Claims 7-9 restrict Claim 1 tomerely: embody an

AT




‘element of Claim 1 (an unsaturated fatty acid). It is easy to obtain these
‘claims-in correction procedures, as required inlater’ days.. RN
In the view point, we think that only Claim 1 is sufﬁc1ent f01 A magnetlc _
‘yecording material at the time of issuance. B

Next, claims of methods for making a magnetic recording material
" (Claims 16-25 and 26) will be studied. - Since oxnly-difference between the
independent claims (Claims 16 and 25) is sequence a'process (iii) of Claim 16
and a process (i1) of Claim 26, these two claims can be 1'ewl'itten:fto a claim as
attached. Furthermore, Claims 17-25, which depend from Clhim 16, does
not clarify the point of the making method invention but further point out
the product invention. Therefore, we thmk that these dependent claims are
not necessary. :

Consequently, we consider that only one claam attached is sufficient
for a method: for ‘making a magnetic recording material at the time of

issuance.’

| (Rewritten Claims 16 and 26 into one claim) Amethed“for makmg a magnetic
recording material comprising the steps of: o '
() making a polyester sheet including pushmg out an unstable
polyester resin into a sheet form, and then cooling the resin;
\(11) making an one-axis oriented polyester film- 1nc1ud1ng 0r1ent1ng the
~polyester:sheetin the: 10ng1tud1nal dlrectlon SR
(m) making an two-axis oriented pelyestel ﬁlm mcludmg onentmg the'
“one-axis oriented polyester film:: L g SRR
B (1v) heat-setting the two-axis oriented polyester film;
- (v) after the step’ (iv), applying a' fenomagnetlc coatmg on the ﬁlm
" wherein the ferromagnetic coating comprising; = 7 07 0 e
(a) a solvent selected from tetrahydrofuran, methyl ethyl ketone '
- methylisobutyl ketone;, and cyclohexanone e
(b) ferromagnetic partlcles and i S
(c) pre-polymer; TR

‘“‘.“?"s":f‘_”;"(v1) providing & costing comprising feuomagnetm paltl-"les dlspelsmg“

cnio L din e polymericbinder by bridging the pre- -polymer; and -
(Vu) between the steps (i)'and (i), or the steps (i) and’ (iii):; applymg a“
~ water soluble salt prep ared’ from a PET adhesmn p10mot1ng prinler”
-+ having 10:to:18 carbon atoms on ‘the polyester sheét o the one-axis
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o oriented polyester shaet, ¢ T e il e

- In this case; we conclude that two claims are necessary at the time of
issuatice; that is'oneis of the magnetic recording nmiaterial and the other is of
a method for making the magnetic recording material.: With respect to
other claims, it is sufficient to give disclosures in the specification and

drawings in order to satlsfy condltlons 1equ11ed on the correction appeal o |

"Mprocedule in later days. S NI :
‘ - An - amount of ‘maintenance ‘annuity:fee for these two claims; if
patented, may be estimated 1,149,900 yen (11,499 dollars). for 15 years.
That saves 2,368,800 yen (23,688 dollars) comparing to maintaining twenty
six claims. We may' say: that the scopes:of: plotectlon between two-are not
substantlally different.:: FETEE 0 il S Gl o s

By the way, generally sp eakmg, an: apphcatlon Whleh is primary filed
n US- and: secondary filed in Japan fully provides with: dependent:claims
similar to the present case, but it is not frequent that an application-which
has plural priorities using ‘wide unity of an ‘application'in Japan. -+ Not.only
the ‘unity - of application is: wide; but:also the-claim: fee is calculated -
irrespective “of independent ‘and:'dependent’ claims. -+ Accordingly, ‘ plural
related inventions which ‘have to'be independently filed in US.is filedin an
~ applcation in- Japan S0 that the fee to obtam Japanese: Patent can:be
viduced; we gtess: O e N D

~In US, additional fees are required for- multlple dependent claims
'(multl link claims). No multiple dependent claim which- depends: from
another multiple dependent claim is permitted in US © On the contrary, no-
feeis required for multiple dependent: claims and multiple dépendent claims
depending from:another multiple: dependent claims in Japan. We think
that to positively use these types of claim can: get broad rights with low costs.
For example; in this case, Claim 4 is 1athe1 1ew11tten such that Clainy 4
depend from both Claims 2-and: 3. st S ‘

*] Lipase decision (No. S 60(Gyo= Tsw)3, Supreme Court, 03/08/9"1)
- The  decision ' clarified: ‘the - meaning"of specification: in-
" determining the technical scope of a claim: - ST R
“The subject matter of 'claumed-mventwn--shoﬁl‘d be found: i
' “based on' the claini unless any ‘special: situation ~arises. &



Consideration of description in the specification will be proper
only when there is special circumstances such as the technical
~meaning-of the claim cannot be understood directly or clearly
- or it is:obvious at a glance that the.description is misstated in. . ...
-view of description in the specification.” LI
6: Conclusmn e : e : e
As a result of examining the clalm d:naftlng w1th a-view to obtalnlng
‘and maintaining effective patent rights, this study has clarified the notices of
ﬁling; apphcations to each countries. :We_thereunder;state the details,. - :...
6 1: Notlces to: be taken ﬁhng US apphcatlon fxom J apan .- _
The fact that the definition of unity of invention is- dlfferent between
Japan and.US: As indicated in Table 4-1:and 4-2, the definition: of unity of
invention- is- narrower .in.US and: there' are ~additional requirements,
Consequently; -the . more -applicant - pursues;.to .make. a. comprehensive -
application as:to unity:.of invention as.practiced in .Japan, the more
restriction requirement is ordered as.aresult of which divisional application
needs to be filed. It means that the additional fees that have been paid. for
the claims under examination(claims other: than independent. claim: 3 .and
dependent claim17) are wasted and another expenditure will be imposed in
accordance with the number of divisional applications. This, in view:of cost;
is:a material. problem :Check the clalms in-actual US apphcatlons reégarding
following items.:: fi P P PSS P PR S L il :
(1) Whether there are t00 many: clalms 2 Sl
_ An' application  with  more: claims -is more hkely 10 be requued
' lte_slzuctlon. This study especially showed that an application with more than
10 independent claims-is ordered for restriction --1'_equir_emen-t without fail.
Better to consider:some of too-many independent claims ibe'.-.t-‘rans‘formedﬁto_
dependent claims with the consideration  of the balance:of independent

claims and dependent claims.

subcombination claim, finding of patentability in-both claims is necessary.
‘Whether or not there is patentability. and utility in both claims. If there is,
the application can be -_subject:of restriction requirement.- ey

(3) In the case of an application relating to different.categories, whether or

—48—




not-it is applicable to materially different mattex. If it is; the. apphcatmn can
be subject of restriction. 1equ11ement IR TERy . o D
(4) An invention relating to- § 37(5) of Japanese Patent Law does not meet .
not only US but also PCT requzrement- for unity of mven_tlon. o
(5) Whether the apphcatlon is too long IR

The more pages an application contains, the more likely 1est11ct10n
requirement be ordered. It is important that the description is concise and

—clear-solely containing-essential matters:——--

6 2 Notlces to be taken ﬁhng J apanese apphcatmn fxom US S
~ The fact that the number.of claims is:directly. 1eﬂected to the patent :

“cost. It should be also noted that claims for dependent concept; are:-not

necessarily needed:if claims for superior .concept. are- described: .clearly

~enough. In view of effective patent maintenance- and management, an

application with fewer -claims is more desirable. Based on:these viewpoints,
check the claims of actual Japanese patent applications regarding following
items; |
(1) Whether or not the claims are unnecessarily many

Remember again that claims for dependent concept are not necessary -
if claims for superior concept are stated. Necessary measures can be taken
later in the correction procedure if description regarding actual mode is made
fully and clearly in the specification and drawings.
(2) Whether or not multi-link claim or multiple dependent clalm citing
multi-link claim is available ' 7

It is effective in reducing the number of claims and saving patent cost.
Appropriate care should be taken, however, since too much utilization may
prevent the understanding of invention and cause any trouble.
(3) Whether a related group of inventions is made up in one application | |

The scope allowable for unity of invention is relatively broad. It will
be very effective to save the cost if making the most of this feature since the
cost will largely be saved to half or third as the number of combination rises.
An overwhelming effect can be drawn by the decrease in number of claims.
(4) Whether means-plus-function claim or functional/operational description
has been considered

This type of claim is construed broader than in US and will be very
advantageous if the rights are actually granted.
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-+ We have ‘thus concluded the notices by ‘the:country: of application
being filed. While there could be other notices regarding practical’ claim
drafting; we 'will'be happy if this study is referred to as one ‘of the bases for

determination in:currently acclaimed :economic: assessment of mtellectual

propert1es

7 Blbhoglaphy ST Araira e e Lo
(1) The Qutline and Practice of 1986 Act to Amend Palt of Patent and Othe1
Laws (April 1995; Japanese Patent Office) POmRED SN T anTn e
- (2): Unity ‘of  Tnvention; Matenal No. 188 (Apnl 1991 Japan Patent
Association) Bdmats mr s i

| (3) Partly Amendment of Patent and Othe1 Laws Matenal No:151 (J anuary

1988; Japan'Patent Association) R - : G
(4) Takayoshi Nijima; Transition ‘of Practice of" Sectlon 36, Amendment
'Division and Umty of Invention (February'; 1996) - il oAt s
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A ﬂc:ublc magncllc rccordmg mcdu hmnng supcnor
“peel. strength. is disclosed. The . magnetic recording

media comprises a primer. coatcd polyester film which
has, bccn overcoated with a coating .compnising : ferro-
mgncnc pamclcs dispersed in a polymeric binder. The
primer .coating is preferably: sodium oleate which has

“been in-line coated onto polyethylene !crcphlh.ahtc

film.. The ferromagnetic particles-are preferably .chro-
mium dioxide, particles. The polymcnc. binder.is prefer-
ably a ponurcLha.nc reaction product ot'(A) a hydrolyu-
cally stable d:funcuonaj a.Icoho[ (B) a chain. extender,
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1
" FLEXIBLE MAGNETIC RECORDING MEDIA
HAVING SUPERIOR PEEL STRENGTH

BACKGROUND OF THE INVENTION

_This invention relates to flexible magnetic recording
medn which comprise a polyester substrats which has
been coated with s magnetizable layer. More particu-

larly, the present invention relates to & polyester film:., 10
which has been coated with an ad.henon-promoungi
pzmerhycrp:wnobdngcoawdmthlcmnngoom-,

position comprising fcnomgncuc particles dispersed

wnhm:polym

Flexible magnetic mcordmg medis, such as audio,
va:leoandoompmaupc.utypmﬂymmufmm'cdby-
coating biaxialy oriented polyester film with a solution”
of ferromagnetic particles, such-as iron oxide or chro-:
mium oxide particlcs, and a polyurcthane binder pre-
which has been dissolved in a strong solvent -
such ss tetrahydrofuran, methylethylketone, methyliso-"

polymer

4,775,593

7
One approach to ehhance ldhamon is to subject the

- -film surface 10 an clectric corona discharge treatment

3

15

butylketone, of cyclobexanoae. A strong' solvent is-
typically used in"order to render the polycstcr surface’”
mote receptive to the fcn'omagncnc coating. The sol-~

vent iy typically removed during drying of the poly'urc-

~ thanc pre-polymer.

23

* The binders typically employed to manufncmm ﬂcxx-_‘
ble mgncuc recording media, commonly referred 10 as”
tape”, are polyurethanes, polyvinyls, and"

polyumhxnc/polyvmyl graft copolymers. Other poly- 4,

meric additives may be included to achieve the opt-©

mum hardness, flexbility and adhesion. In addition,
lubricants, dispersants, and curing agents are typically
incloded in the coating formulation.

Magnetic tape must possess exacting phynca]. chemi-
cal and magnetic properties. Physical requirements

33

-include an acceptable coeflicient of friction, high modu- .

lus of elasticity and tensile strength, and gocd abrasion
resistance. The polymeric binder must be adherent to
the polyester substrate, be chemically compatible with
the ferromagnetic particies, and exhibit long-term sta-
bility. Finally, the magnetic tape must have a high data
storage capacity.

Io recent years magnetic tape manufacturers have
‘sought to increase the information density and overall
qgeality of flexible magnetic recording media in order to
" accommodate recent improvements in recording format
technology such ss perpendicular recording, digital
recording and decreasing track width. Manufacturers
have demanded mmprovements in polyester substrates,
particularly thinner films with enhanced mechanical
propertics, smoother surfaces and better adhesion to the
ferromagnetic coating. The industry has also sought to
develop thinner, smoother ferromagnetic coatings

: which incorporate smaller particles and which possess
PRI :-:,-,.;.hjghﬂ 'Vity_ i

As part of this development effort, the American
National Standard Institute (“ANSI™™) has issued 2 pro-
posed American National Standard for coating adhe-
sion to the tape substrate (ANSI Project #488, Third

- Draft, April 19, 1985). The proposed standard requires
that the force required to peel a ferromagnetic coating
from the tape substrate be greater or equal to
0.12N/mm (0.69 Ibs/inch) of tape width. Although at
least one magnetic tape manufacturer has produced
maguetic tape which exhibits a peel strength greater
than 0.69 lbs/inch, several commercially available mag-
netic tapes cannot meet this proposed ANSI standard.

40
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50

53
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prior to coating the film with the ferromagnetic coating.
This approach is not favored dueto the fire and explo-
sion hazards associated with the use of -high:voltage
electrical equipment in the presence of volatile organic
solvents such as those employed in the production of
flexible magnetic recording media.

Another approach has been to interpose an adhesive
or primer layer between the polyester film and the fer-
romagnetic coating. For example, US. Pat. No.
3,215,534 discloses vinylidene chloride/acrylonitrile
copolymers as a primer layer, while U.S. Pat. No.
3,387,995 suggests a polycondensate of terephthalic
acid, isophthalic acid and ethylene glycol. U.S, Pat. No.:
3,661,874 teaches the use of an aminized reaction prod-
uct of an epoxidized polybutadiene will enhance adhe-
sion, Finally, U.S. Pat. No. 4,210,703 discloses a cationi-
cally polymerized epoxy resin which improves adhe-
sion and slso prevents extraction: of low ‘moiecular,
weight oligomers from the polyester substrate by the
strong - solvents anploycd in magnetic tape manufac-
ture. :

BRIEF SUMMARY- OF THE INVENTION

~The -present invention relates 1o a flexible magnetic
recording media which exhiblu supcnor pecl stx‘cngth
and which comprises :

{i) an oriented polyester ﬁlm,

(i) a primer coating on at least one’ s:dc of sa:d film
consisting essentially of a water-soluble alkali'metal
“salt of an unsaturated fatty acid having from [0 10 I8
carbon atoms;

(iii) a ferromagnetic coating applied over said primer
coating, said ferromagnetic coating comprising ferro-
nngnctic particles dispersed in a polymeric binder;

said primer coating being present at a weight cffective

to improve the adhesion of said ferromagnetic coaung

to said {ilm.

In a preferred embodiment, the present invention
relates to & high density computer tape having superior
peel strength which comprises
@ bunully oriented polyethylene tercphthalate film;
{i}) a primer coating on at least one side of said film

consisting essentiaily of a water-soluble salt of oleic

acid;

(iti} a ferromagnetic coating applied over said primer

coating, said ferromagnetic costing comprising chro-

mium dioxide particles dispersed in a thermoplastic
polyurethane/polyester binder which is a reaction
product of (A) a hydroxyl-terminated polyester
which itself is a reaction product of a hydrolytically
stable difunctional alcohol, (B) a chain extender, and

tions of (A), (B) and (C) are selected to produce a
polyester/polyurcthane having a polyurethane con-
tent in the range of 37 to 40 percent by weight, of a
molecular weight above 60,000 with the polyester
segment molecular weight being in the range of about
500 1o 1500.
In yet another aspect, the present invention relates to
a magnetic recording media which is produced by the
process comprising
(i) extruding a substantially amorphous polyester resin
in sheet-like form and subsequently cooling said resin
to form cast polyester sheet,

— 60—

.{C} an aromastic diisocyanate such that the propor- .. ...........
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(i) subsequently orlenting said polyester sheet in the
longitudinal direction, thereby forming: monouhl.ly
oriented polyester {llm,

{iiiy coating said sheet with an agueous solution consist-
__ing essentially of a water-soluble alkali metal sait.of $
an unutunu:d fatty acid having from {0to 18 carbon
atomy;

{iv). subsequently orlenting said monoaxially onented

. polyester film in the tranverse direction thereby
. forming biaxially oriented polyester film, .

. () heatsctting said b:uia.lly oriented polyester fum,

(Vi) subsequently overcoating said polyester film with™

_ ferromagnetic' coating compaaition compnsmg -
(2) a soivent selected from the group consisting of

tetrahydrofuran, methylethylketone, mcthyluobn- 15

.. tylketone, and cyclohexanone,
(b) ferromagnetic particles,
(c) a pre-polymer,

(vii) curing said pre-polymcr to produce a fcrmmag-
actic coaung comprising ferromagnetic particles dn-
 persedina polymeric binder,

DETAILED DESCRIPTION OF T!{E
INVENTION

. The preferred oriented polyester film for the pu.r~
poses of this invention is made from polyethylene tere-
phthalate, although the invention is equally applicable
to film prepared from a crystaltizable polyester result-
ing from the polycondensation of a glycol such as cthyl-'_
ene glycol or butanediol and mixtures thereof unth,

terephthali¢' acid or mixtures of térephthalic acid sad
" other dicarboxylic acids such as isophthalic scid, ch-‘
* phenic acid and sebacic acid, or their polyester forming’
equ:vnlum. The polyat:r preferably contains uon-fcr-;’;
romagnetic inorganic particles which i unprovc the pro~
cessibility of films made from such resin. Such polyes-
- ters may be convenicntly prepared as disclosed in ULS.
-+ Pat. Noz. 3,821,156 and 3,884,870. The film may be
- produced by conventional techniques using well known

apparatos. ' : : ' 4

For example, the particle-filled polyester is melted
and extruded as an amorphous sheet onto a polished-
revolving casting drim to form a cast sheet of polymer:
Thereafter, the filmi is axially stretched in one difection;
either in the direction of extrusion (“machine direc-
tion™) or perpendicular to the direction of extrusion-
(“transverse direction™) in the cas¢ of monoaxiaily ori-
ented film. Biaxially oriented film' is stret¢hed in both”
_ the ‘longitudinal’ and transverse directions. “The first”
stretching step of the cast sheet may be in either of these
two orthogonal directions. The amount of stretching
employed to impart strength and toughness to-the film~
can range from about 3.0 to sbout 5.0 times the original -
cast: sheet dirnension in one or both directiony. Prefera-
bly, the amount of stretching is in the range of from
sbout 3.2:to 4.2 times the original dimension of the cast
polyester sheet. The  stretching -op<rations are: pet-
formed at temperatures in the range of from about the
sccond order transition temperature to below the tem-
perature at which the polymer softens and melts. -

Where desired, the film is heat treated, after streteh-
ing, for a period of time necessary to crystallize the:
polyester film. Crystallization lmparts stability and
good tensile properties to the film. When polycthylene
terephthalate is heat treated, it is subjected to a tempera-
ture in the range of between about 150° C. and 240° C.
and, more preferably, in the range from about and 235°

- 10
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The alkali metal sall primer coating of this invention
may be applied as an aqueous solution in-line at one of
three stages during the {ilm manufacture: the pre-draw
stage at the point between the casting of the amorphious
sheet and the first stretch such.as disclosed, for example,
in British Pat. No, 1,411,564; the inter-draw stage subse-
quent to the uniaxid drawing but prior o biaxial
stretching such as disclosed, for example, in U.S. Pat,
No. 4,214,03%; or ths post draw stage subsequent to
biaxial stretching, but prior lo winding the film, Nor-

mally, the heat applied to the film prior to or during the .~

stretching ‘or final conditioning’ stager Iy sufficiesit ‘to
evaporate the water and other volatiles and thereby dry
the primer coating, although a separate drying step
would be required if the coating were lpph.-.d subse-
quent to such heating steps.

In one preferred embodiment, the primer coatmg is
applied after the film is uniaxially stretched, that is, after
the film is stretched in one direction, but before the film
is stretched in the orthogonal direction. In a still more
preferred embodiment,  the polyester film is first
stretched in the longitudina! direction prior to coating:
In this preferred embodiment, after longitudinal stretch-
ing, the film is coated by any of the well known tech- -

" niques employed in the art. For example, coafing may -

be performed by roller coating, spray coating, slot coat-
ing or immersion coating. In & preferred embodiment;
the polyester film is coated by means of gravure roller
coating. Also, the uniaxially drawn film may be sub~

30 jected to an electric corona discharge by a corona dis-

charge apparatus prior to coating as is disclosed in U.5.
Pat. Nos. 3,520,959; 3,820,929; and 4,028,032. The co-
rona discharge treatment decreases the hydrophobict
character of the polyester film surface, which permits:
the aqueous coating to more easily wet the surface and
thus improve the adhesion of thc pnmcr coanng to thc
polyester film surface.

As indicated above, water-soluble a.lkah metal sa]Ls of
unsaturated fatty acids having from about 10 to 18 car-
bon atoms are effective as adhesion promoting primer’
layers for PET film. By the term “'water soluble” it is
meant that the salts should be solubie in ordinary tap’
water at room temperature at concentrations of at least
0.4 g. per 100 cc water, more preferably-at concentra-
tion in-excess of 2.0 g. per 100 cc of water. Suitable’
water-soluble salts include the codium or potassium salts'
of oleic, palmitoleic, ricinoleic and petroselinic acids.” -
Sodium oleate and potassium oleate aré preferred.

The salts used as PET primer coatings must also
exhibit relative heat stability -at temperatures in excess
of 200* C. which are typically encountered during the:
drying and heat setting of oricnted polyester film. Bel:
cause of high heat stability, good water solubility and-
commercial availability, sodium oleate (sodium salt-of:

‘cis-9-octadecenoic acid) is the prcfcrrcd water solub!:-ﬁ

salt for the purposes of this invention, :
As indicated above, the primer coating of thc-prcscm :
invention is applied to the base polyester film as an’
aqueous solution and at a solids concentration within
the range of about 0.2 to 15% by weight, preferably’-
about 0.3 to-69% by weight. The: prcfcrrcd solids levelis™
such as to yield a final dry coating weight of about:
1% 10-2t0 2X 10—3 Ibsx: per square foot of film surface.”
Preferably, the range is from about 2 10=7to 7 106"

‘Ibs per square foot, with 9.6 107 Ibs. per square foot

being the target wclght .
The coating of this invention may be applied to one
or both sides of the film, or it may be applied to one side’

ofr
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-and a different coating such as a thermosetting acrylic
~or methacrylic applied to the opposite side, such 1
-tsught in U.S. PaL No. 4,214,033, The coating may also
:in some cases be applied over a different primer coating

1o which it will adhere and which ls atready present on
the surface of the film, such as a thermosetting acrylic
‘coating as described in U.S. Pat. No. 3,819,77).

.. 'The aqueous solution consists essentially of the above
defined acid sait and does not include other ingredients
which would detract from the adhesion promoting
characteristics thereof, such as particulste material, or
polymeric ingredients in which the salt might be present

- in.minor amounts a3 an emulsifler or dispersing agent.

" The term “consisting esseatially of™ is not intended

10

however 10 exclode the presence of minor amounts of 13

other water soluble ingredients such as water soluble
dyes, pH regulating agents, and the like. Preferably, the
aqueous solution consists of water (de-lonized or tap)
and from about grester than 0.2% to about 10% by
weight of one or more of the above defined acid salts,

The primer coated polyester film which forms a pant
of the present invention is disclosed in R. Caines, “Poly-
ester Film Primed With Organic Acid Salty,” U.S. Pat.

No. 4,486,483, the disclosure of which is hereby incor--

porated by reference in its entirety.

.. As summarized above, & ferromagnetic coating com-

position is applied over the primer coated polyester film
- to produce the flexible magnetic recording media of the
" ‘present invention. The ferromagnetic coating composi-
tion comprises ferromagnetic particles and a pre-
polymer dissolved in a strong solvent such as tetrahy-
drofuran, methylethylketone, methylisobutylketone or
cyclohexanone. Mixtures of tetrahydrofuran and cyclo-
hexanone are preferred.

., The ferromagnetic particles may be any of the mag-
netic particles typically employed to produce ferromag-

-~ netic coatings. Such particles include acicular y-FezOs,

acicular y-FezO3 which has cither been doped or ad-

sorbed with cobalt, chromium dioxide, and barium fer-.

rite (Ba0.6F¢z03).

The practice of the preferred embodiment requires.
the use of ferromagnetic chromium dioxide particles:

dispersed in the polymeric binder, The chromivm diox-
ide particles may be cither stabilized or unstabilized
against the effects of reductive degradation, as caused,

oxidizable functional grovps, such a3 hydroxyl or
amine. Stabilized i
U.S. Pat. Nos. 3,512,530 and 3,529,930, arc preferred.

~Generally, magnetic tape manufacturers desire chro-

mium dioxide loadings as high as possible to maximize
magnetic performance. However, an excessive amount

such as those disclosed in-

20

13

k)

s

45
for cxample, by the prescoce of water and certain easily -

of chromium dioxide may result in a low abrasion resis--;

tance and “oxide shed™ whereby the ferromagnetic
particles are abraded from the magnetic tape onto the !
~surfaces of the tape handling-equipment.-Oxide-sived -

mllruultm:hsghcrrorratcmd:lsofoulthctapc .

handling equipment.

 The ferromagnetic costing of the present invention
may contain from 70 1o 90 weight percent of chromium
-dioxide particles, preferably from 80 to 90 weight per-

cent. When the preferred polyurcthane binder is em-

ployed the optimum chromium dioxide Ioadmg is about
84 percent.
-Any conventional binder system which is typically

‘65>

employed in flexible magnetic recording media to an- -

chor the ferromagnetic particies to the polyester sub-

strate may be-cmployed in the present invention. As .

6

siated above, commercial binder aysiems generally

comprise polyurethanes, polyvinyls, and blends or co-

polymers of polyurethanes and polyvinyls.
‘Polyester-polyurethanes (a type of thermoplastic

‘elastomer) are widely used as binders for flexible mag-
netic recording media. These materials are composed of

segments or blocks of chemically different units. The
relatively soft polyester segment is composed of a re-
peating series of ester-linked unity, and is itself a short-
chain-length polymer. The polyester segments - are
formed by the reaction of a difunctional wbo:yhc acid
with difunctional alcohol, such that the ester is termi-
nated substantially with alcohol groups. The polyester
segment typically has a molecular weight of from 500 to
4000, corresponding to chains composed of from four
or five ester units, to as many as twenty. The effect of an

incresse in the length of the relatively soft polyester

segment is generally an increase in the elasticity of the
binder. In general, it is the polyester portion of the
polyester-polyurethane that determines the low temper-
ature and the elastomeric properties of the polymeric
binder,

The other component in the polyester-polyurcthane
binder is the relatively hard polyurethane segment. This

" portion posscases a markedly different chemical and

mechanical behavior from that exhibited by the rela-
tively soft polycstcr segments. In general, the polyure-
thane scgment is a hard, rigid polymcr with a melting
point near 200° C. The polyurethane is usually prepared
from a difunctional aromatic diisocyanate, suc_h as 4,4'-

diphenylmethane diisocyanate (MDI), which is reacted

with a difunctional alcohol, such as ],4-butanediol. The
polyurethane usually has a very short chain length in
the case of polyester-polyurethane elastomers used. in
solvent-based magnetic media coatings, because the
polyurethane is not particularly soluble in the solvents
commonly used in the manufacture of magnetic-tape

coatings, such as tetrahydrofuran and methylisobutyl- -
. ketone. In addition, increasing the size of the polyure-

thane segments has been found to increase hardness,
modulus, and flow temperzture, =t the cxpense of elas-
ticity and toughness. For flexible magnetic recording
tape, a balance of properties is sought so that the binder
can be adapted to the requirements of magnetic record-
ing.

A preferred polymtcr/ pOIyu.rcthanc binder is dxs-
closed in R. Bradshaw, “Flexible Magnetic Recording
Media Having A Polyester Polyurcthane Binder And

- Chromium Dioxide Pigment,” U.S. Pat. No. 4,525,424
(June 25, 1985) the disclosure -of which is expressly

incorporated herein by reference. This patent discloses
a:polyurethane binder which is a reaction product of
{A) a hydroxyl-terminated polyester, which -itself is a
-reaction product of a hydrolytically stable difunc-
-«tional . -alcohol, - preferably -«
.thanol,. and a dicarboxylic acid selected from the
.group consisting of adipic, azelaic - and 1;12-
~dodecanedioic acid, and preferably a mixture thereof,
such that the polysster exhibits a hydroxyl number of
-about 50 to about 250
(B):a diol chain extender (selected from the group con-
sisting of 1,4-butanediol; . 1,3-butanediol; 1,5-pen-

-tanediol; 1,6-hexandiol; and 2,5-hexandiol; and pref-.
-erably mixtures of 1,4-butanediol and },6-hexanediol), :
in order that the hydroxyl number of the polyester

‘and the chain extender together is about 130 to about

300; and

—62—

1,4cyclohexanedime-«- -
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{C) an aromatic diisocyanate such a3 4,4'diphenylme-
thane diisocyanate.
In addition, the constituents (A), (B) and (C) must be
employed in a proportion to yield a polyurcthanc hav-

ing & polyurethane segment content in the range of 3.

about 37 to 40 percent by weight.

Further, it is preferred that the molecular wd&ht of
the polyurethane be abave 60,000; and that the molecu-
lar weight of the polyurethane’s polyester segmeat be in

the range of about 500 to 1500. If the molecular weight 10:
...of the relatively soft polyester segment is much lower::

than 500, the chromium dioxide-filled coating will be-:
come (0o hard, and manofacturing processes may be-
come difficult. If the molecular weight of the polyester.

8
sdhesion of a given magnetic tape, assuming: that. all
. other variables are held constant. e :

EXAMPLES

The foﬂowmg Examples illustrate the practice. and
sdvantages of specific embodiments of the present in-
vention. In no event should these specie embodiments

of the generic invention be constnied as hmmng thc :

scope of the claims.
‘ EKAMPLEX

Primer Coated Polyester Film Substrate
. Polyethylene terephthalate polymer containing 'sili-

segment is moch higher than 1300, the coating m-l)""”'eon dioxide and calcium carbonate particles, as dis-

become too soft, and topographic changes, leading to-
smoothing, tends to occur. This has been found to de-
grade the frictional performance of the tape. The diol:
chain extender (B) improves the flexibility of the rela-:
tively hard polyurethane segment. In addition, the diol
chain extender permits loading the binder with a high:
conceatration of chromium dioxide particles um.hout a
prohibitive increase in brittlencas.

closed in U.S. Pat, No. 3,821,156 was melted and ex-
truded throogh a slot die onto a casting drum main-
tained at & temperature of about 25° C. The melt froze

“stretched at a draw retic of approximately 3.5:1 while
being maintsined at a temperature of about §0° C.: 7

The longitudinally drawn film was corona treated in

conventiona]l manner and subsequently coated with an

The ferromagnetic coating composition may be ap--, ;. aqueous solution containing 0.75% by weight of dis-

plied to the primer coated polyester film by any of the
conventional techniques employed ia the art. The chro-
mium dioxide particles arc then oriented by subjecting.
the film to a magnetic field. The film is then dried to

“solved sodium oleate by reverse gravure coating with a

nominal wet coating weight of 0.5 wet nn/woo ﬂ1 of

forward drawn sheet.
The corona treated, logitudinaily drawn, coatod film

. remove the strong solvent and subscquently cnlcndcmd.,w: was-dried ata temperature of about 100°* C. Thereafier,

to prodoce a smooth coating surface. The calendering:
. operation does not affect the magnetic orientation of the
chromium dioxide particles. The pre-polymer is then
uvred; and the film is slit to the desired width, bur-

the film was stretched in the transverse direction at a
draw ratic of 3.9:1 to produce a biaxially drawn film.
Thcbiunllydnwnﬁlmwuhcalsc:alnmuunum
temperature of 230° C., and wound into the form of &

nished, and cleaned. The flexible magnetic recording 44 roll or cylinder. The nominal dry weight of the coating

tape produced thereby may be wound upon a reel or

loaded into a cartridge for ultimate use in 'computi:r
equipment.

~ The polymeric binder may optionally mclude addi-

" ‘was 9.6 10-7 Ibs. per square foot of film. The thick:

ness of the base PET film was about 0.00092 inches.
Several rolls of the primer-coated, particle-filled
polyester film produced acoordmg to the method- illus~

tives commonly employed in ferromagnetic coating 4q. trated above were sent to a magnetic tape manufacturer.

compositions, such as dispersing zgents, lubricants; anti-
static agents, and fungicides. U.S. Pat. No. 3,649,541
containg s exemplary discussion of lubricants suitable
for use in chromivm dmndc-bascd fmoungncnc coat-

The tape minufacturer coated over the pnmcr—coatcd
polyester film with a ferromagnetic coating comprising
chromium dioxide panicles dispeérsed within a poly-
meric binder believed to be the preferred polyc:t:r-pol-'

ingy. © 5. yurethane described above. 541 foot lengths of the mag-

Thc flexible magnetic recording media of the present
invention may be opnomlly coated on its opposite sur-
face with a “backeoat™ to improve the mechanical pez-
formance of the media. Such backcoats may comprise

thic same binder system as the ferromagnetic costing, sp-:

with a conductive, non-ferromagnetic particle, such as
carbon black, in place of the chromium dioxide.

The peel strength adhesion of a given magnetic tape
will depend upon a varicty of factors including (a)

nétic tape so preparcd was loaded into tape cartridges
designed for use with the IBM 3480 tape handling sys-
tem. Thirty such *“3480 tape cartridges” were rctumed
to the Applicants for evaluation. )

EXAMPLE I

Peel Strength Evaluation of Flexible Magncnc
Recording Mexdia

Two of the “3480 tape cartridges™ received t'rom thc

whether an adhesion promoting coating has been ap- s5. magnetic tape manufacturer were opened and the flexi-

plied to the tape substrate prior to coating it with the
ferromagnetic coating, (b) the specific polymeric binder
employed, (c) the degreec of cure, (d) ferromagnetic
coating thickness, (¢) chromium dioxide particle/binder:

ble recording media (ie. magnetic tape) housed therein
was removed. Fifteen inch samples of each. tapc were
measured and cut.

The peel strength of the magnetic mpe was cva.luatcd

ratio and (f) solvent effects. Within a given binder sys-:60 -by scribing a line through the ferromagnetic coating of

tem, the degree of cure is the most critical factor affect-
ing adhesion. If the ferromagnetic coating composition :
is cxceasively croaslinked the binder becomes brittle and
adhesion is poor. If the degree of cure is too low, the

binder fails cohesively and may exhibit an unncccptably"és :end of the sample tape and the metal/tape laminate -

high coeflicient of friction. :
The Applicants believe that the pruncr coatmg of thul
invention will subs.antially improve the peel strength:

each tape sample and attaching one end of the 15 inch
long samples to a smooth metal plate by means of a
two-side-coated adhesive tape equivalent to Permacel
P-941 between the tape and the metal plate. The: free

were cach clamped to the opposing jaws of an Instron
Model TM-4 tester with an initial jaw separation of 10
inches, such that as the jaws were separated the-tape

na

to form a cast sheet, The cast sheet was Jongitudinally .
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was peeled from the plate at an angle of 180° beginning

at the scribe line. The jaw separation rate was sctata.

nominal 10 inch/minute. The average force required to
the tape from the prmure-smnuve adhawc upe is
rcported in Table L C

TABLE]

?E.EL STRENGTH YALUES OF PRIMER COATED
POLYESTER TAPES

Peel B
Semple No. Strength (Mb/in)

Semple | ase

Snnph!

a9t

The peel streagth v:lnar:poncdinTABLBhbove

excmdthepmpooedANSImndudofﬂ.GBIbafmch.‘

8

10:

The tape manufactuter who coated the Applicants’

pnmcdpolywcrﬁimmponedthumgncucupem-_

ufactured using an unprimed polyester.film sample ex-
hfbltedapedmmgthofo.wlb&fmch.wdlbdow the
ANSI standard.
We claim:
LA magnetic rmordmg mcdn lnvmg supcnor pecl
mensthwmpmms _
+ (@) an oricnted polyester ﬁlm.
('ﬁ)lpnmcrooanngonulastoneudcofsudﬁlm
. “.consisting essentiaily of a water-soluble alkali metal.
mtofmmm:udfntynmdhavmgﬁum 10.to;
-18. carbon atoms, .
('ui) a ferromagnetic coating applied ow:rsudpnmu’

23:

- coating, said ferromagnetic coating comprising - 30:

fermm.ngnencpnmcladxspascdm:polymm

nsd pnmcr coumg bcmg present at a wc:ght cﬂ’ccnve
to.improve the adhesion of said ferromagnetic coa:mg
to said flm.
lmmmmrdmgmcdnofclmlwhcrun

said ferromagnetic particles are selected from the group
wmgol'fmondc,chmmmdxondc.mdba:-
tum ferrite.

S.Thcmgénncrccordmgmednofchunthmn 40:

sud ferromagnetic particles comprise ferric oxide.
. 4. The magnetic recording miedia of claim 3 wherein

said ferric oxide particles additionally have cobalt ad-

sorbedonmtharmxfacc.

-2 Thcmgncncmcordmgmcduofchlm2whcxm,
a.ud fcrmmagncuc particles comprise chromium diox-
'_:dc.

&Thcmagncbcrccordmgmednofclmmlwhcrcni

© said oriented polyester film is bmily oriented poly-
. ethylene terephthalate film. -~
7. The magnetic recording media of claim § wherein
uxdunsann::edhnyaadusclcctcdfromthcgroup
consisting of oleic, palmxtolac. mno]cxc. a.ud petrose-
hmc.

~8, Thcm.ngnct.\crecot‘dmgmcduofchlm'Twhcrun

' sud ubisatifated fitty acid iy oleic'scid:
19, The magnetic recording media of clmm 8 whcrcm'-'
said primer coating consists essentially of sodium oleate.

710, The magnetic recording media of claim 6 wheréin

sa.ld ‘polymieric  binder comprises:a polyurcth.anc/-'='

po!ycstcr block oopolymcr '

i 11.--The magnetic recording media of claim  10°

" Whercin said polyurethane/polyester block copolymcr
u the reaction product of :

(A) a hydroxyl-terminated polyester, wluch ltsclf isa

- reaction product of a difunctional alcohol having-
“hydrolytic stability, and a dicarboxylic: acid se-
wivilected from the group consisting of adipic acid,:

a5

30

55‘

&0

683
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.- azelaic acid, 1,12-dodecanedioic acid, and mixtures
thereof, said polyester lnvms a hydroxyl number

" -of about 50 10250;

- (B) a chain extender comprising a primary or a sec-
ondary alcohol selected from the group consisting
of 1,4-butanediol; 1,3-butanediol; 1.5-pentanediol;

o+ -1,6-hexandiol; and 2,5-hexandiol, the resultant hy-
- . droxyl number of said polyester and chain extender
. .being about 13010 300; and . _
{C) an aromatic diisocyanate;

wherein the relative proportions of (A), (B) and (C) are

selemcdtopmduccafermmgneuccoannghnmga

polyurethane segment content in the range of about 37

to 40 percent by weight, and a polyester segment mo-

“lecular weight in the range of -about 500 o 1500,

wherein said ferromagnetic. particles comprise chro-
mivm-dioxide particles, and wherein said particles. are
present in the range of from 80 to 889 by weight of said

_fcn'mmlgncnc coating.

12.- The msgnetic recording media of claim 11
wherein said difunctional - alcohol is l4—cyclohcx-

_anedimethanol.

13. The magnetic recort‘\ng mcdn of claim- 12
wherein said chain extender is 1,4-butanediol. .

‘14, The magnetic recording media -of claim 11
wherein szid aromatic -diisocyanate is 44—met.hylcnc-

- bis{1, Lphenylmc) diisocyanate.

15, The magnetic recording media ofcla.\m 11 further

-having a backcoat layer comprising non-l'crromagncuc

particles dispersed in a polymeric binder. .
160 A mngnenc recording media produced by the.
process comprising
(') extruding a substantially amorphous poly:stcr
~resin in sheet-like form and subsequently cooling
+ suid resin to-form cast polyester sheet,

:.(ii) ‘stbsequently orienting said polyester sheet in: the
longitudinal direction, thereby forming monocaxi-
-ally oriented polyester film,

: (m)m:nng said sheet with an aqucous soluuon con-
.-sisting essentially of a water-soluble alkali metal
: “salt of an unsaturated fatty acid having from i0 to

=: 18 carbon atoms;

(iv) subsequently onemmg said monoulally oncntcd
polyester film in the transverse direction, thereby
+:2-.forming biaxially oriented polyester film,

' (v) heatsetting said biaxially oriented polycster film,

- (vi) subsequently overcoating said polyester film with
-a ferromagnetic coating composition comprising
i (a).2 solvent sclected from the group consisting of
-tetrahydrofuran, methylethylketone, methyliso-
butylketone, and cyclohexanone, )
- {(b) ferromagnetic particles, - -
ey w pre-polymer, -
(vn') cu.n.ng said pre-polymer to producc a co:mng

ipolymeric binder. .. ..
~17. The film of claim 16 wherein said film is subjcct:d
to.a-corona discharge treatment pnor to-the appllcanon

:of said aqueous solution.

-'18. The film of claim 17 whcrcm smd oriented- polycs-
ter-film is bmnally oriented polycthy!cnc lcr:phthalatc
film: -

19. Thc film of ¢laim 18 wherein thc pnmcr coalmg
produced by application of said aqueous-solution is
present at a weight within the range of about 13 10—%to
23¢30~3 Ibs per squarc. foot of film surface on a dry
weight basis. : .

' comprising l'crromagncnc particles. dmpcrscd A B e i
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mmmmOIclumwwhmnldpr&namﬂng
conmnmdﬂlyo!'mdhllmctdnhofolmmd.
21. The film of claim 20 wherein said primer coating
consists essentially of sodium oleate.
nTbcmpencmcordmgmeduofclnmlﬁ

wherein said prepolymer comprises (A) 8 hydroxyl-ter-

minated which itself is a reaction product of a
hydrolytically stable difunctional slcohol, (B) a chain
extender, and (C) an sromatic dilsocyanate. -

23. The magnetic recording media of claim 22

M.Tbcmmrmrdmgmedhofclumn.;j

. wherein said chain extender is 1,4-butanediol,
25, The magncuc recording media of claim 22
wherein said aromatic diisocyanate is 4,4-methylene-
" bis{1 #ph:nylene) diisocyanate.
25 A mgncuc recording media produced by the
process comprising
() extroding a sobstantially amorphous polyester
resin in sheet-like form and subsequently cooling
‘said resin to form cast polyester sheet,

L

13

20

12

(i) mﬁnz said sheet with an’ aqueous solution con-
sisting essentially of a water-soluble alkali metal
salt of an unsaturated fatty acid having from 10 1o
18 carbon atoms;

(iii) subsequently orienting said polyester sheet in the

- longitudinal ‘direction, thereby forming monoaxi-
‘ally oriented polyutcr film,

- (iv) subsequently onzntmg said monoaxially oriented

polyester film in the transverse direction, thereby
forming biaxially oriented polyester film,

{v) heatsetting said biaxially oriented polyester film, oo = oo

(vi} subsequently overcoating said polyester film with
:a ferromagnétic coating composition comprising
{a) a solvent selected from the group consisting of

tetrahydrofuran, methylethylketone, methyliso-

(c) a pre-polymer,
(vii) curing said pre-polymer to produce a coating
. ‘comprising ferromagnetic. particles dispersed in a

) polymenc blnder

BTN | HET ORI

35

o



() mivren LT

"7 Total'Patent Co

| f{ 2)Da te ) '.

;; ﬁtOéfébéf}ii§96:(Théi??fh General:Meetingaih'ﬂirbshima} jéJ

(3) SOurCe:

2) Group: = Japan
3) Committee: #1

“(4) Authors:

Tetsuo Okamoto, Teijin Limited

Toru Kitakaze, Mitsubishi Chemical Co., Ltd.

Yasushi Kitamura,. Terumo:Corporation

~Norio Kokaiji, Iwatsu Electric Co., Ltd.

Masashi Kbndo, Oki Electric Industry, Co., Ltd.

Kazushi Jimbo, Toyota“Central Research and
Development Laboratories, Inc.

Koichi Tamura, Toyota Motor Corporation

_Tompko Nakamura, Sandoz Pharmaceuticals Ltd.
‘(5)_Keywords:

.costs, unity.of inventicn, maintenance fee
(6) Provisions of Laws: None.
(7) Summary:

We made an estimate of the total costs of obtaining

"and maintainig patents in Japan, the U;S. and the EPC, and

1-3




made a comparison among them. Based on such estimate, we
also studied measures to reduce patent costs. The summary
of “these studies- is as’follows: P
1)y e iTHe ‘total  costs in- the EPQ ‘' are: hlgher than® those Jin
the U.8% and Japan. SRR FooTTh oy s

_'2) Malntenance feés v after 1ssue 1n the EPO and Japan@$g4MQ»éwk@@

Maccounts for"more than half"of the total:costs

3) ' -~ The'différence 'in agent fees in. the EPO is negligibly

small- in amount armong Germarn agents,”’ ‘French agents sand
British ‘agents. L ' E JR R

4) One of the factors of the hlgh costs of the EPO. iIs
hlgh ‘translation costi’ DL RS RN I e el ek il
5):07It is possibleto zeduce the ‘totals EPO costs. to the

lTevel “of . thetotal . USPTO costs, “by T working cout:t the
strategy pfa-patent application taking dntec -consideration
of ‘the scopé of "the unityiof invention™.

Based on this study and finding, we are scheduled:to
have' a ‘panel -diséussioron the rtotal “patent costs “at the

coming ‘General Meeting:'

—R7T—



Ly Preface .

With the progress of <the glebalization--of -company.
activities, . it : is. becoming : a:. more .important.-.corpcrate
strategy'nowadays to acquire patents actively .-in many .of
the - foreign. countries ... - Recently :the .:so-called
‘harmonization of -patent system of each.country in-the world
has' been- - under - way especially . after..the-:successful
conclusioﬁt of »TRIPs.: Agreement.: . Thus =,  .the  advanced
worldwide patent system is likely to be -realized -in
.‘futureu s SEER : a E

Under these circumstances, Mr. Ber;ier;of;GEbmadegthe
presentation- of;{afathesis;,ong,the_.necessity,ﬁof . reducing
worldwide patent.costs atwthe 26th: PIPA. -General Meeting.imn
San‘;Erancisco-”last;,Qctober,A:andguthiS;gareﬂsed;sthe,ﬁgreat
interest of the memberm:companie§;;o£; PIPA  .in.. the .total
patent costs over again. FSERFE SR S DT A DR R R

We tried to-make .an-estimate of the total patent costs
in which each member company is highly .:iinterested, . and
~.sought to make a proposal on this issue after analy21ng the

current problems involved.
2. Estimation of Total Patent Costs

Mr. Berrier reported the costs estimated relating to
the patent applications Dby American applicants to the
Japanese Patent Office (hereinafter called JPO) and EPO.
In the same way, we estimated first the total patent costs
applied for by the Japanese applicants to the USPTO or the

EPO, and made a Comparlson between Mr. Berrier's estimates

“and  ours. .Oﬁrm'study ‘showed the same. result “as My, U™

"Berrier's finding and supported his report: that is, with
respact to total patent cosis, the patent costs in the
U.S. were lowest in amount, followed by Japan and the EPO
with the designation of five countries {(Germany, England.

France, Italy, and Eolland) showed highest in amount.
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" assumption -

2+1. Assumed Preconditions <
“The assumed preconditions for our estimates are shown
in Table 1. ; ' g R EER R
' As ‘shown in ~ item 4 of the' Table 1-the application to
the “USPTO ‘and ‘tc ‘the ERPO is' assumed- by’ way of the-channel

”fronl a _Japanese agent to a local ‘agent. ‘In fact, this . . ...

Orresponds w1th - the pract1ce=-of Japanesé

companles .

2-2. Result of Estimates
Figure l:shows the total- patéent costs aggregating the
individual ‘application to- Germany, :France, England, "Italy
and’'Holland, - and the total . costs in - the ' case of ‘EPO
application designating -these 5 countries’ (the ERC' route)-
As regards the EPC. route, the total costs - were' comparad
among -the ‘cases via German agent, wvia British agent aid via
Ffenchﬂagent, invorder to werify the difference in- the gost
of:agents®of those  countries. Further;  Figure -1 ‘shows the
totdl . patent’ costs in the case of a patent .application to
Japan:and “the U.S.. - You will find that the total costs of
EPO -application "desigrnating ‘above 5 countries:. are lower
thani~ the aggregate costs of the individual- application to
the above 5 countries in Europe. This advantage . is-:deemed
to. - have  derived - from so-called harmonization “by EPC
Treaty: "waever,”ithé--total‘ costs in -the  EPC route ‘are
still: far more expensive than the total ~costs in”-Japan or
the U:S.. No significant ‘differencde -was' found in' cost
amongithe agents of thoseé European countries. == & o0
. Looking at the Figure 1, you will also understand‘ that

the  mainténance fees after 'the issue of a patent ekbeeds

“half of the total costs.

T The Figure 1 shows:-the same trend of the estimated .
costs as pointed out by ' Mri ‘Berrier, regardless of ‘the

difference of the assumed preconditions.
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Figure 2 shows the total patent .costs .per -application
in the case of -a .patent application . to Germany, . France,
England, Italy and Holland respectively. N

. Figure. -3 shows the .agent fees and the official fees
paid. from- fiking.to . issue -in .:the U.S8., Japan and:the EPO,
You will find that in the EPO, both. agent. fees. .and
official fees are more expensive than .corresponding the
fees in Japan and the U.S.. . 2

Figure 4 shows the breakdown of agent fees into that
of Japanese agents and the local agents, rand a . :further
breakdqwn_intQ,translation-feesyand other. fees.

... "Exclusive of. translation-.fees; the difference in. the
agent. fees  (commissioen) .in Japan, -the U.S.. and : . the EPO.is
not -large, - and the high . agent fees in:theuEPO;is;‘found;to;
be .caused.by expensive translation fees. : R :

;Eigu:e~5;Shows thefcurveS.ofathéjbumulative1COStsfof.
maintenance fees.. Since. the: U.S. maintenance fees . for the
4 :years ‘from 5th year. to 8th year. from grant: ($990) is. due
and -payvable .3 .years and half.after the original:grant, :this
four :year: .fee was allocated equally’ to. each :year .($247.5

"méaéhftq,;Sthnﬁthuqh 38thﬂyea:¢@;¢50-asftdwfénéblé~ﬁsTtb”"”m"“

compare . the. U.5.: maintenance: fees:with the..fees of other
CGOUBETAES. . .o il niit et s Bl o

_ ihere ‘iso a. wide :varlety in. the amount..of..annual
maintenance fees, among countries, and the rate. of increase
'of the fees is classified .into.the following patterns: ':.:
Type A: ‘the payment .is- initially . low but grows -in
_geometric prog;ession~with:phe;lapse.ofutime;idﬁpaqgand
Germany) .. - |

Type B: . the . payment - is . high initially and. - thereafter

—remains-almostconstant (Hol Tard)« A e S s

Type.C:-. the payment :is. initially..low and  thereafter

increases. by almost same amount: (the U.S. and:France) . ..

3. Measures to Reduce Costs
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On-the basis-of. the..above .cost:analysis,- Cbe: studied

neasures. to. reduce- patent -costs as follows.

- 31, Patent . Application - Strategy .Taking. "Unity..of

Invention" into Account -

Qur fcost estlmate showed the. same. result as; poznted:,,T::e,gﬁﬂ

““”bﬁ% by Mr Berrler that the total patent costs in Japan or

the‘EPO,;espec;ally,the costs. in. the EPO. are: higher than
the costs in the U.5., but there is a good possibility that
the:costs in Japan-and the EPO. will-be-reduced.

We .must bear Ain-mind -that since, our. cost estimate is

-based on the cost -per:one applicationy 1t,lsysub1ect;tq

change .. -depending on the scope of an.-invention..to:.be

covered by one application; filed ‘with the relevant. patent

office ' (that is,.the scope. of "the -unity of invention"; -or

."the,unity of- appllcatlonﬂ-1n"Japanesegusage). P As oTar .-as

the scope of "the - ‘unity of invention" is .concerned, the
scope- allowed by the .JPO and  the EPO;LS'deemed.to_beﬂwider
than that -allowed: py: the USPTO. F— e ‘

- Table 2- 1llustrates conceptually the  scope . of: - "the
unity~ofg1nventlonf_deemed-to‘be allowed: by .the .JPO;  EPO
and. the USPTO with: respect. to - the .inventions "in.the same
category”. L e B R M Tt ees

-In. Japan, .-din -the;.caseﬁ'where ~there are  multiple
inventions "in the same.category", they may. be covered by’
one-application provided that -these invenlbions are-the:.same
in industrial . applicability . and. in "the problems. to be
solved!, or .are the same in-industrial. applicability.and in
fthe substantial part .of .the features” indispensable for
the constitution;of*the;inventione;:;As,for the -EPQ; the
groups of inventions :that .are related to each other so as

to form . "a - single:.general -inventive.. concept™" may- be
) _ ngle: . .gen :

- covered by -,

a single application..- Therefore, while = the inventions-.in
the' form of: so-called "combination /- subcomblnatlon" can

nop;beudealtlwith_ﬁunder; "the unity .of invention™-by; the
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'USPTO'"ruHIESs=?thec‘speéified“*“requireménts*1are'3satisfied,

they may be deemed well within ‘the "scope” of "the unity: of

invention"'by the JPO and the EPO. Further, the scope of
"the unity of:.invention":'allowableé ' in 'Japan ' seéms to ‘be
wider to some extent than that allowed by thée EPO, '§ince
in o Japan-- "a'.$ihgle - generals: iniventive - concept" 'is not
examitied as long as ‘the inventions ‘are “the 'same “in "the
problems to be solved” and in""the substantial" features" of
the inventions. - 2 BRI

Table 3 “illustrates conceptually®the “scope ~of -~"the

unity. of “invention"” deemed to 'be-allowed by the “JPG, EPG

and the  USPTO ~with ' respect: to ithe  dnventions -"in' “the

different . categories”.  In ‘the case of the ‘invéntions "in-

the different—catedories”, ‘where the inventions ‘Felate to

prodicts, “the' inventions i of process of- manhufacturing the

product,. ‘the ‘iriventicns of ~proceéss of Gsing the prodict or
the Jdinventions  of " machines or other “tHings Wsed: for
mahufacturing - sthe -product’’ are = deemed ' to ‘satisfy ““the

requirements of "the unity -of invention™ by  JPO ‘and EPO.

~ And 'where ‘the: invention rélates fto ‘process, the inventions -

of  process: and.‘theé+inventions of niachines and’ other things
used directly in ‘the- working of ' the® invention are ‘also
deemed to satisfy the requirements of "the rdnity*fof
invention" by JPO~“and EPQO. Further, in Japan, for example,
where ™ the inventionof an' improvement “on ‘the ‘specified
invention“of the ‘product satisfies theé requirements of "the

unity: ofinvention™ in ‘the ¢ase of the' inventions "in- the

same :‘category™ ' a: 3bshOWn‘*inF~Tablé"2}inhe”'inVentiOn“ldf-

processof manufacturing ‘the improved product falls within

the scope “of "the “Unity of invention",-thus,> all' of the

product, Ehe ‘inventi6n3 of* the 'improvédx“pfodubt and " the
lnvent10n of process of manufacturing the 1mproved product
' may ‘be ‘covered by a single application. I
On ‘the’ ‘other:hand, in ‘the U.S. it would be difficult

in : practice’ ‘to‘cover ' by ode application the multiple




inventions . that -the scOpezﬁofz'séarch; by ‘examiners: are
different

Considering the difference in the scope of "the unity'
of;inventionﬂﬁ it is.:considered possible for: us toreduce
the costs of an application tc the EPO  to the U.S::level .

by working . out an approprlate measure for: such al forelgnﬂmga@@¢éﬁr

Wwappllcatlon for 1nstance, ‘in the technlcal field:wheresthe

multlple-anentlons.Can;be united;athreeglnventiqns could

be . cbvergd. by one: application: to: the . EPD;: 'while ~three

separate; . applications are;required in the U.S. . Pl
In this respect, . .an example  is =shown . in the attached

Table::4. "Invention: 1™ .represents. the: invention of " "a

hollow4fcellulosef_fiberﬂ;havingﬂ_specific' structure . and .
function“ﬁri"InventidanF represents.the invention:of.. :".!a
Fluid dialysis apparatus: :containing a . hollow.:cellulose
fiber . in .Invention 1", and. ."Envention: 3"  represents the
invention-: of:"the: . process- ofngmaHUfacturingrnthe: holilow
cellulose:flber-in;Inventionsl".< “InsJdapan, it is possible
to cover: these: three inventions-by a single.appiication,
since:thesée three' inventions come under Article 37 (iii) ‘of
the Patent Law of-Japan,: .and satisfy the;réquirements;of
"the unity of invention". o

As for the application:to. the EPO in:this- case, the

applicatmon-waspgranted to a~51nqle«appllcatlony;though the

- examiner . ipointed .out’ - that the. "Invention . 1" should: be

referred to din. the claims.’ By .contrast;:. inthe U.S:: the
examiner entered a "restriction :requirement” and:. it :was
necessary..to.. file divisional rapplications: to  obtain the
LsSuénce offarpatentafdr each invention.-

. Figure 6. shows’ the ‘total:costs:in Japan, +the U.S..and
the EPO in this example. The assumed preconditions ‘are ‘the
same aSuin the Table /1 except that the. number of ‘claims
were changed:to 9.  As . seen in. this example, it-is: possible
to reduce the patent costs in Japan and the EPO by=covering,'

by a-single application those -multiple inventions which:vare

s ]



Mipattéfﬁén<

- not allewed :to be united under:the: unity of:invention in
.the U.5.. R

3-2.-Reduction: of Claims in ‘Number in-Case of Application -
to Japan ' - - '
© . When we -observe  specifications: .in  the:.applications
- filed by the U.S. applicants, we notice many patent claims
which appearto be;unneceséary from ‘the " viewpoint:'of ‘the
,Japanese;-patent*-systemt.and':'praCtice.lw In Japan;. the
reduction of . claims’ in ithe 'scope of - the 'invention ' is
.allowed"‘tov overcome = an" :objection ~or ~a - trial for
-invalidaticnuasslong:as.itmdoesfnot.includE‘a?neW'matter}
and thegeffect-of-theuclaimareduction‘rétroacts;tovthefdate
'of“the“application. ‘The . idea -of intervening right as 'seen
--in:theQU;S.vis;not adopted in:Japan P '
Figure; 7 shows- the cumulative. amount " of 'maintenance
fees - in -Japan: . :In. the casge of 10 claims, "the. cumulative
amount: of . maintenance fees for. "16-.years is :about: .one
" million yen: larger -than that -in:the case of-2 claims. In
Japan.::if ‘we ! .cut.ione. :iclaim, . we! can-isave::10%.:0f the

.malntenance fees and 3% of examination: fees

'3-3 Maintenance Fee after Issuance:r— .o
~In - Japan; ' maintenance fees -after :issue -accounts . for
more-‘than half-of - the "total paténticosts.: .. Therefore;
Saving . the:. maintenance: fees isrmost -effectiwve =in:+the
reduction.of the-total costs. - 5 |
ASwK@ntionedmbefore;;in~anyuéountry.the*mainténancé
fees increases in amount -with the elapse. of time, ‘but the

| growth .rates .. are classified: into: the

Type .A: . the mpayment -4ds initially low :but grows- in

geometric: progression with - the -lapse.” of ‘time ! (Japan :iand

_Germany) . e s dTL s

Type Br:w the  payment -is. ‘high - initially:. and “thereafter

remains almost constant (Heolland).

following:-three




. Type -C: -;the paymenta;is;ﬁinitialiy low:: and:: thereafter

increases by almost;same;ampuntag&U;S@;and,Erancey,
It may be worthwhile to consider this fact in relation

to the timely review of the necessity to maintain the

‘patents. It would be effective in. savingﬁfneceSSary

efmalntenance of the patent 1s necessary on a
country~ba51sr-~To-be concrete, It :would -be .advisable :to

lengthen the interval:to-review. the annulty payment.;during

‘the perlod where the annulty payment 1s low in amcunt, and

to shorten-the. interval to review: during:such a.period that
the . payment -is +high. in :amount. ...- Table - 5:~shows the
advisable interval .to:.review the-payment:... In the rcase .of
Type Aﬁ:it'iSudeSirable:to prolong: the. interval to.review
the payment in an early period of the patent term,: and -to
shorten:.the interval-to .review -in.the.-later period -of the.
patent.. term. ..Thisi:measure..would: enable: us :to..save
necessary. manhour:to review the payment:and . to reduce. the
total. cost of: maintenance : fees. by:.avolding .unnecessary
payment. S LT R AR 5 ‘ i
“er L Some of.the .European . countries. adopt the . . system
(“ligcense: of -right?); that..a discount <;nunthea;paymentﬁeis
afforded. to.a patentee in' the case.where: the: license .of
thepatent. is.declared. by him~(f0ﬁrﬂ35tanQE} 50% discount
applicable.  in.: Germanyy hEng¥andf‘wlta1YE and. . Spain;..40%
discount applicable in France}. There£01eh;itqlsngSSIble'
to .reduce..the maintenance .fees. by -half by utilizing this
beneﬁitminfthosaacountrieSeh Figure 8i-shows. the: total. costs
of :maintenance: fees :paid from the fifth. year after :filing
until .the.expiration:ofi the-patent ferm,. assuming ‘that the
patent is registered 4 years after filing. e e

This discount system (“license of right”) is deemed to
be quite reasonable in that in return for making the patent
widely available to the public the maintenance fees

discount is afforded to the patentee as benefit. However,

7R—



the :exclusive = right of ~thé:ipatent ! right séems ‘to=bhe

diluted at“the ‘same’time under this Systemitiz =

477 Conclusion 4

unlty ‘of invention” -and Ythe licerise of rlght” fOF MedsUrEs

s Wetwillthave! aiidigcussion” absut s ithe’ utiriging ™

to ‘reducelicosts at thé Gehéral: Meetlng

7 We have® réported”the results of GUE’ survey oniithe
total spatent” costey Howevér,while wéiare proceedingﬁwith
the “study; a :‘qUesti’cm'“'“céme“‘ upon“ffus‘%vas o whether the fIowsr:
: théfvtotal7?costsﬁ of" patents atre, “the"smoré ~they sare

benef1c1al o usy

SLf “thetotals patent” eostEY reathéﬁdﬁfé*&eveLf%hat
compani€s do ndtiany morecfeel: it burdensome, -e¢ach company
would itend “to wii-filesran: application ~“forital patent:with
respectotsiall the results?of! its research and devslopment
without conducting a = technological evaluation .on@ithe
invention. ' As.a' result; ‘there wWould-be aiflood opratent
applications ¢ (many ofwhich arelirather ‘hairsplitting):
the “world, the examination of’ the “applications would be
delayed 'to & large rextent,! and ‘the 'wheolésome and ‘normal
corpordte activities:. are hampered by the ‘trivial patent&
which teem in the" world e 2 IR B

.i Therefore, we tRink that“the total patent costs should

beﬁhighﬂenéugh~t0~such>extent asmt0~motlvate-COmpanyeSWtd

‘evaluater the ‘dnvention' for the purposeof i détermining

whether ‘they.: ‘should.: f'le a patent application

“respect ‘of

'Weach invention.
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..Table.1  Assumed Preconditions of Cost Estimate. . .

average number of clalms |s 4 7 )

Two! reJectlons and two amendments assumed

The | |ssue of patents |s assumed to be made after 4 years from flllng 8
malntalned until the explratlon of the patent term | : X

Appllcatlons to the US PTO and to the EPO are assumed te be ﬂle vna Japanese
agents and local agents e : ;i g

Currency Exchange Rates
$1“¥100 £1-¥165 DM1—¥72 FF1-¥20
1(Itar|an) Llla ¥0.071 1(Dutch) Gunder = ¥65

Agent fees and translation fees are the average costs of agents Wlthéw l-ch 't‘E e |
~ companies of our working group member have business relatlonshlp e R e N




Table 2
Comparsion of " Unity of invention " among Countrles - Part 1
Japan Section 37, Japanese Patent Low g
EPO Articles 82, European Patent Conventlon and Rule 30 theremc
US : Articles 112 and 121, U.S. Patent Law and Rule 1. 141 —- 1 146
: MPEP 705, 806.5, 809.3

Same Industrial Appllcabrlity &_;"‘:i;_
Same" Problems to Be Solved"

i"

Japan

/{(IifmI///I//I/IM/I/I/I/I/I///MI/‘V/,',

1 US

SRS, \\\\\\\\\\\\\\\\\\

&

N N AN

A

SIS ST A /”///

EPO

Same lndustrtal Apphcablllty & G
Same Substantlal Features of lnventlon :

iqapan
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Table. 3
Compar31on of Umty of invention " among Countries — Part 2

e Invent!on on a product and on process of
3 manufaoturlng or usmg the product on
manufacturmg famhtles or. on utillsatton

.,

R aasacahsssatacansceccasit

Invention of proces-é and of devices used
directly in the working of the invention

- /fflll/II///fff//////////I///I/!//////f//I/III////Jfffff/,

BN \\\\\\\\\\\\\\\\\\\\\“\

Un:ty between Inventlons havmg above Tor?2
relatlonshlp and lnvent:ons hav:ng above 3 or
4 rela‘clonshlp

/f/)’///////////f/f//f//////////f//o

\‘ . :_ iy

| Japan

0\3\\\\' ST
Nopoananehernmee™

6'I/f//////”////////////////////I/ / .




Table. 4 - Outline of Invention

lnvenhonl S g g g 2”0 RS
| A hollow Cellulose flber havmg specn°|c structure and functlon
| ( Available for flu1d d|aly3|s membrane and sultable for homodlalySIS ) P

|nvent|on 2 SN YT AREE N T
~ Afluid dlalySlS apparatus contalnmg a hollow cellulose flber
in lnventlon 1 'jj' = - 2
( ThlS flu|d dlalySlS apparatus is swtable for homodialy3|s)
lnventlon 3 y P S G
Process of manufacturlng the hollow celIulose flber in Inventlon 1

( Process su1table for manufacturmg the follow cellulose flber in lnventlon l)
( The hollow cellulose fiber in lnventlon l may be manufactured by other processes )




Table 5

Pat6ﬂ$ﬁéﬂfm

Interval of ReV1eW1ng Patent Ma1ntenance Fees

Type A limﬁwl_iMwwmlewﬂ ol el

Type B | leliw el | Wi el | Shrt el |
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Title

Date:

Source:-

W

--'-WRITING PROCESS TO IMPROVE

EFFICIENCY &

_‘?octoberg 1996 vt e ent s i e et o]

Lla) Source PIPA

ﬁb) Group US

(4)  Author:

(5)  Abstract:

| c) Comnuttec No :1
: J. Ieffrey Hawley, Eastman Kodak Co N
. _A new process for apphcatlon draftmg vohxoh ehﬁmaés | : E
queues and 1nterrupt10ns The new proccss not only reduces .

f__,cycle tune for apphcatlon prepaIauon but also results m an.
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: There are basm ﬁmctions that are performed by the Patent .
Departments of most compames One functlon 18 to provrde advice on....
"the—potqn,tra_l--.mfr,l_r__lgement-.o,f the patents of others. Another function is. .

to, -negotiate and write the. -necessary’ patent licenses that mightbe. needed:;; =

to-allow the-company the freedomto:operate:Importantlys: the Pate
‘Department has the privrlege of proteetmg the intellectual property. that :
is o_reated.through research by preparing and filing patent apphcations .
At Kodak, we began several years ago. to increase our.rate of ..
ﬁhng ‘Public records: wril show that Kodak has been.in the top.10 of
U.S. patentees for many years and in the top five if you consider only . _

-U.S..companies.: Even last;year, after several divestitures, Kodak was. 9“’5

overall and third among U.S.: companies. Clearly, patent procurement is. .. - -

very important to-us and is ingrained in corporate culture. This - Fnnnn
irnportanoe was certainly not diminished ‘by our hew CEO, George
Laboratories ‘Patent procurement is.so 1mportant that.our patent
department managers are docket carrying attorneys. - One.of our attomey:;
managers has averaged over 20 apphcations per year for as long as-
anyone:can remember. . o |

- Like everyone else, it was not. iong ago that we embarked onthe .
survey wagon..-We surveyed the clients, the research managers,and:. ..

quite frankly were not surprised to find that they felt that it took too long:
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to file a patent application. The Patent Department had gone from being

. seen as discouraging patent filing to actively encouraging filing in the

‘mid tfd" late ei ghities but it still took -‘Way; too long to complete the process:
From the time that we received the first patent disclosure to the time that
the patént application was finally filed; it often took more than'd year.:
We estimated that it was taking about another year; on average, forai.
 inveéntion to be submitted for consideration. T our benchmiarking with -
other compames, this Was not gnusual, v s e U

~ UThisis C‘Iéaﬂy too i'oﬁ-gffi:ri the current world environment. Not

| only were the feseérch'_maﬂagefs and the ‘inventors frustrated and -

unthappy with the time that it was taking but we Were risking valuable "
patent rights. The United States is essentially th‘e;ionly “first-to-invent” '
country in'the world. ‘It is difficult o go to a research manager and: v
explain that they will get the patent in the United States but riot Europe:-
and Japan.  If we lose the race; to have freedom in Burope and Japaii; we |
will have to negotiate with someone who was faster to the Patent Office.

© So... for a variety of reasons, wé needed to make dramatic 11

improvements.

In 1994, our internal data suggested that it was taking about 480 =

days from the time of invention to the timé of patent application filing,

A substantial portion of this period was after the disclosure had been "~

~ subiiiitted to'the patent departmientsTn-the 4% quarter of 1995; after-dur-=---

reengineering program earlier in the year, the time from invention to

filing was about 280 days with the median time spent in the Patent
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Depaiftinent? just. 4‘3’-::déys;i:-Eveﬁ the 280 days _ﬁ‘Onyjﬁx;’;@fcnt;ipngto; filing is a

. little misleading since:there:were still a few old inventions that were -2~

“o e Howedidiwe do this? Did:weactually make an improvementor:is:

it Al just smoke mnd i ors?s T T e e s

- While there is some softness:in these numbers as:in any numbers;:
there:certainly has Been a“draﬁiatié',“change;s«.:,Ther,_c-: h‘-as_-;becrj a-dramatic: "/
change in the department and there-hasibeen-a dramatic change in:the -«
inventor'community:-Is all of the.change forthe:better? - Perhaps not; but

overall, the department:is:much more’productive and:our. attorﬁey-.; oy

~ inventor partnership has deepened. We filed a lot of applications in. ...

- 1995, We eliminated an:enormous:backlog of pending potential ¢

inventions-and now-face-othier difficult Problems. oo e i s

-+ *How did'we do this? This kind of change has to take place at the
top. Individual attorneys orgroups had-tried for:many, years to-work:
directly with inventors to .:irﬁprwe ‘the process: It was;only’ When our:':::
Chief Patent:Counsel and:top research managers made reengineering a~ -
priority that it really beganto happen. - The _.entir_é-prb,ceSs was facilitated:
by a groupwithin'Kodak that specialized in reengineering., ;<. ot
1w The credit for'working off the backlog and implementing the - ..
process with the inventor goes to-a very talented and dedicated staff.. ..
Many attorneys filed more casés in 1995 than they had ever filedin. any
other year, myself included:: Change is never easy but it became -

increasingly clear that this change was:going tohappen. . . ol
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& o0 'One 0f the things that-was already in place when'we started was'a
strong commitiment sto-‘a'ﬁ5‘-“-att0'rney¢,inventér:partxiersﬁip?-_’-:;-e._;‘Several'.yéﬁS- :
ago, we developed a one day trainingprogram that ifs.taughtlby;attoi'ngys |
to'inventors. ‘A erucial piece. of this training is-dactually having groups of
inventors sit together and write a claim to a'simple invention. Itis ..« -
amazing what barriers to understanding are -broken::ddwnby this process.
The inventor gets'a deeper understanding for the need to-avoid.claim. : -
limitations and ‘correspondingly, the need for.adequate supporting. - .-
description for broad claimis. - This program was given'to.over 2000+~

potential inventors and; as it turned out; was esséntialtoour. - .

_reengineering effort. .« w0

~ The analysis forthe new system began with estimates:of how long
things take. A very conservative estimate of the time.that it takes to.-- o
prepare a patent application; after the invention is completed, is at most
10 workin'g: days. Actually, the ac'tualsworkihg: time isprobably "0 o

substantially less, particularly where the inventor is familiar.with the .

process and the attorney has'experience in the art.- Assuméithatthe - °
attorney works for-about five days and the inventor’s work takes five
days. Even using this 10 working day estimate, you havetoask~ .

yourself, why ‘does it take more than a year to get 10 days worth:of work

done? The answer; our analysis suggested, was handoffs, interruptions -

V06 Ko 1) (1 oL S e &

Handoffs: 'The inventorwrites up-what is:believedtobea: o

description of the invention and hands that off:to the :departmentala.'5 RIS




secr¢tary o' That is handed: off ttgi- the technical manager who in'some s

companies might wait till & cornmittee meeting for‘a judgment on: e

whether to submit it for patent consideration. The disclosure is handed:

off'to the attorney who hands it off to the'searcher. The searcher hands it

~~back fo the attorney-who'schedules a'meeting with'the inventors-Braft--—
- applications and comments are handed back and forth, thé attorney’s .-
secretary involved along the way; until the application is:completed or. -
everyone is sick of it. . it e e s el e Gy s
Interruptions:: ‘:Thes'e-'cdnr.le in tany: flavors: Say Ireadan.~+ © .
invention disclosure and send it off to be searched. It may come backa-
month later and it is unlikely-that I:will remember all of the details; s0...
T havetoread it'again. I'spendamothing on an application and send it
off to the invetitor for review, it comes back a month latef and T haveto:
read it again. "Another flavor: I am writing a particularly:long claim-and:
the phone rings. Twenty minutes later; [ haveto reread the claim:to get-
back iftodt: 1 s m e o e e
v Queues: It used to be that I was Ii‘ot really comfortabie” unless.I
had about 15-20 invention disclosures sitting in the drawer.. With all-of
the handoffs, and all of the stages that an application went through that:
was’a comfortable workload. There are queues all'overthe place... with
the inventor, the attorney, the secretary anid particularly the searcher, |
If'we were to meet our goals for no'more than'a 2 month tun ' -
around in'the Patent Department; it bécame clear that something needed:

to be done about the first queue, searching. The typical service time or a
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: search would use up.a substantial amount of the total time. -The more we

discussed it with. r_eseaféh_tnanagément, ‘the more it ibecan:t_éf,.app_a_i‘en_’q;thajt -

it'was :impiortant:fér. the iniventors to’have athorough uniderstanding'of - -
the art....whether or not they ever made an invention that resulted:in-a ..
patent application. We i'got_)buy-in--from research.management-that the .-
inventor would be responsible for having a knowledge of the art. If they.
made what theys-thoﬁ"ght to be an invention.and did not know the art, it
was to be their responsibility to find out what it was.: However, more:: -
and more; inventors-are eﬁcoufaged; to-understand the-literature; -
particularly. the patent literatur-.e,'.befcife they-attack the problem at hand.
: For..ot_irf company, this is -CIGarly-:afp'ara'digm-shif_t;? el
- = Another important feature of the process is that there isclear.. . .+ :

responsibility:for driving the process forward at all times during the ...
process.: No:longer-do we have the situation where one party says.they. -
were just waiting for'something from the other. From the making of the -
invention to the filing, the attorney and the inventors work togetherias- - ;
partners: But...until all of the work is done to get to the point where there
is.an “attorney.ready” disclosure ,on;a'_patentab_le;._invention",',inpluding the
‘search; the process is driven by the inventor.. After that peint;. uptor -
~ filing, the process.is.the responsibility of the atforney. :Th_e,-me.t_rics are. .

kept the same-way.. The inventor is encouraged to have the first.part of -+

‘the-process.completed in-60.days.From.thatpoint,.the attorney.is .

expected: to.have:the application filed in another 60 days.. What used to- . |




take about 2 years or more; is now supposed to take.no'more than 4 -7

1" Another feature of the Kodak system that -fiiffers.;:ﬁgmf mahy; ist i .

“decision making process. | Several years ago, we.got.away. from a fypical

~decision by committée system and-have gone to-a systern-where-all -

decisions are made by a “Technical Director”. Thisis usually.amiddle-

level research manager or higher who makes all of the patent decisions

for .a'particular-portfolio. The-inventor stillneeds to have the.approval of
the Technical Director.to-engage the system but the Technical Director. -
does not need to wait for some kind-of patent meeting. -~ - 1o ooy

- A significant event in the process is a “patentability miceting”;- . -

Designed:to take less than an hour, this meeting is not unlike a doctor’s:

appointmient. The inventor(s) will make aix appointment with the ..
assigned attorney-and come in'to-chat. S.omer\Techni_cl:al'- Directors want
to have something written at this point. However, what they need is-a- -
paragraph or.twoso that they-can make a:de,cisio_ﬁ ‘oni whether this is
something that the company should pursue.-Usually, the inventor has-
done little:if any r-Writinigat this:point. ‘At the patentability meeting; the .
inventor will describe the invention:and the discussion will turn to-the =
problemito be solved and the prior art.. It:is usually not necéssary for.the
attorney to know anything about the invention beforehand.. With:-, . -
experienced inventors and attorneys who are experienced-in:the art; the::
usual result of this.meéting is a draft.of a patent t_clﬁ.im.- Other timmes, it

becomes apparent that more experimeéntal:'work-is necessary or that'that:
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- thei mventor really does not appreciate the extentof the art. If the -
: _'1nvent1on is not ready at. thIS pomt it does not enter the Patent
| :‘Department system. The mventor is g1ven guxdance about what to do
next; if anythlng, and ‘'sets up anew patentablhty meeting when ready If
‘the conclusion is that the invention is not patentable, then nothing further
happens .exbépt perhaps, defé'nsiveﬁp'ublication.' Cn '
- If it is apparent during the meeting that the:time is ripe for asp'atént'
k :‘applicati_o'n; ‘then the responsibility:for moving the process:forward shifts
to thé“attbrne'y: ‘From a record keeping perspective, the invention'is: ="
.vgiven a docket number when the responsibility shifts:One thing that the
clerical staff likes is that the inventor typically stops with the secretary
on the way out of the patentability meeting and the docket is opened on-
the-spot.:iThe secretary gets all:of the information needed forall of the:
formal papers‘and can enter:this into-our database without:having to::=..»
chase down that information.

- There is typically an agreement about who-dees:what from that «
point forward. ‘While everyone works a little differently, I~te11::my SR =
inventors that all I really:-want for them to do is::1):write up the working :
examples, including any:tables that might beneeded and-2) point meto::
where I' might find descriptions of critical components::Often, many -+

components are-described in otherKodak patents andsince: the inventors

~are-aware‘of these-patents; this is'not-a-particularproblem: s susresres
" .. ‘This process is not overly burdenisome:on the inventors: Tcan:

speak for the chemical inventors.. -;Th'ey are very.comfortable with .. .
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“~they are-comfortable. -

writing examples. They.do this for interal technical reports and for -

__ _;gu,ts,ide__p_apeys;anc!,,.;t;hex;ﬁxld? little difference in'writing up the working .

examples for the patent, T m_ight also ask the in\fentélf:to-??epa.r@ the .-

chemical structures that are needed.. This again is something with which

Another characterlstm feature of the way- that many of our -

attorneys are'now working is that the actual application r-l;,S:Fir:aft@Cl; ;]

together with the inventors. At ﬂ:lé-?étentability meeting, after seeing. -
what needs-to be done to-get ready, I will schedule a half day .with the .. .
inventor to- work on the application. I started out scheduling a full day..

However, writing a patent application can be tedious and a half a.day is .

~ enough to get well along-without getting on each others nerves.. Before .

the time for the-application drafting session aifr:ive_s,=_ my secretary.sefs.up,
the application document to our standard format and collecis all of the, ..
materials from the inventor and me. The working examples from the ;..
inventor are placed in the document; the discl-esure from related--bKQdaki :
applications or elsewhere that have been identified; as well.as anythmg
else that might be: helpful All-of this is made available in electronic. .
form-so that it is easily incorporated. . As noted, we have.a s.ta,ndarc;i-:f wntd
apphcatmn format so that once disclosure-has been createdand . i
proofread it.can be. easﬂy reused and modified. |

- During the first application drafting session the inventor and the ..
ettomﬁy-can, concentrate on creating the:crucial background of the.. . -

inventionor:the story for patentabilty. The rest of the disclosure is ...
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Woﬂééd‘ over and added'to as needed. Tssues regarding specific language
“aré worked on as the application is prepared. Sometimes disputes among
'ir-_lveﬂtor's”ébduf variols aspects are discussed and settled. Holes iri the
disclosure are identified and discussed. 'Agreement regarding the next

step is quickly reached. .

Around the Department, we have several typing attorneys. Many

so that everyone can'sée what is happéring in'the document. Ifthe
: attotniey is riot conifortable typing, the secrelary can join the group. We'
‘even have an “application drafting room” with dual monitors and plenty
of room for everyone to sit around and contribute. “As'you walk around
our ‘d\ép. artment these days , the site of teams of people huddled around
HORTOTS 1§ 16t tnusual.” The fiext huanicé is to provide niot just two
 motitors but two active keyboards and two active pointing devices as -
well: The drafting of the application will indeed become an interactive
tealit effrt o .
" Working togethier in this way eliminates two of the problems that -

~ were discovered when we'analyzed the old process: There are fewer =

‘handoffs. The invenitor anid the attorney can discuss thie problems as the *

application is being créated. The inventors are Hot sitting ini their office -

trying to guess what the attorney wants aﬁd'4the’-\-5ttom¢§ is'not sitting in

~his‘office tryitig to figure out'what the inventor means. Tnmy opinion;

working out wording: as it appears on the screén is-far'superior to passing

 drafts and comiments back and forth. The second problem virtually

—100—




eliminated is'that there are few if any interruptions.. If the phone rings, T

, --anif__in’ajm_éﬁetiﬁg-a‘nd?Wiil‘l'-getrf-_b'ack‘tOIthe.:calle'rj.j__The;te'ani-‘concéntrgtcsz§ oo

on‘the éppl-ifcéationwaﬁd only the application for the duration of the -+ .o

session; = il o ey

e Ustally; ati application'cati-be writtenin-about tworof theser -

sessions: If the application is‘particularly complicated, thenmore = -+

session§ -rr-fl'?i?g}if"bé‘-néédéd:- If the invention:is ‘particularly simple-or: <11

closely telated to-an earlier invention; then the application can be signed-
and-filed:at the end of the:day. =i v i et o)

il As noted, it usually takes about two sessions. ‘Notquite i
everything is tied down in the typical first session. Besides, it is usually -
a good idea _to:revi__ew_ everything away from the heat-of the battle. : One:.
receit improvement that I have tried is to give the inventor:a disk

containing the application on it at the'end of thé 'session. Using the same

‘word processing software, the inventor can revise the application using

the “revision marking” funiction; 'We can theneasily review the « /i -
revisions'wheil we get togéthier again very quickly: and{_éasily; At ineeinon
Have there been problems?... Of coutse.: There is some evidence
that submissions ate'dowr.” Speculationis that some inventors simply
have not engaged the néw systéin.” Soie inveritors believe that the' -
requirement that they knowthe prior art -aﬁ'd:fbé-:feépon'sibie'. for getting -

any search done is yet another burden in theirlives. ‘Kodakisno = ' =
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. o ~Itis hard to argue with the proposition-that it is good to know the -
| art regardiess of whether you ever make an invention or not. A part of . -
the problem:is that the inventors do not really have any readily. available:
‘mechanism for finding the necessary art. We are continuing to work
through this problem. ‘A related problem is that-the work for our internal
searches is drying up.: We will have to transition our internal searchers -
into more of a-teaching and helping role. The personal application ... -
drafting meetings 'With"-the-_-inventbr_s have worked out.so well that I havé”;
| | encouraged inventors to make appointments with cur patent searchers to .

do one-on-one searches-in:real time. - ;I-thinthha‘_f-the searches:are at least '.
as good if not muc_:h ‘better:and the 'inventgrs.ande Searc_hers;undg;rstand.

each other and the techriology:better.... - - ... _
One problem that has been: encountered is some instances.is that . .
the inventors disagree. The application: dxaﬁings-sess,iqr; can disintegrate.
into-arguments over particular ,con@pts -and whether or not they. are valid
technically. There is no apparent solution to fhis; problem butif you -
suspect that it might arise, you can suggest .thét_t you work with a-“lead” ...
" inventor and have the other review the draft. - ... - . -,? ST U
_~ Anther problem is in record keeping. There is no formal way to. -
keep track of inventions that are.in progress but not yet ready for. . -

application drafting. -Losing the security blanket.of knowing that there is

~a full pipeline:is-disconcerting for attorneys used t0-a big backlog,. oo

- Technical managers find-it more difficult to know what is going on since

- thereis not a printout of work in progress from the Patent Department.
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" As rioted, the responsibility. for moving the matter forward shifts.

 when the invention is ready for application drafting. This howeveryis.:~

somewhat at the discretion of the attorney. . T hey decide ‘what is:“ready”

and they control the access to the docketing step. ' Since they will held.::

~responsible for theicycle time-fromdocketing to filing;: there-will-be -

some incentive to:say that somethin g is ready later-rather than:sooner:- -
So far, the attorneys have seemed to-be fair about this:and their- - -1~
professionalism: has—;Shone‘;th_ro.ugh. i mnd s Vimiony

. Another ._pr;oblém s _tying-to operate ;depar!:menf\yhiqh has little or
not backlog.: -Our attorneys-write upwards of 20 cases per year. -With.a-:
desired two, month--tgrn__around_-time, ‘you-can-not havemore :than-abc-)ut‘;é&,
in process at any one time and preferably fewer.: Thus, we see the ebbs
and flows:of the invention process more clearly.than we did before and -
need to be able to shift work around more than ever before.. We have not
yet gotten to the point of the bank teller approach where the next ...~
invention that comes in-goes to the next available attorney. However; . :
we certainly have become more-aware of variations in rates-of .-+ -
submission. _

People sometimes aék if quality suffers in this apparent rush to

file. In my experience, it does not. We spend about the same amount of
time on an application. The time spent is just not spread out over a long

period. The cooperative application drafting process results in a better

understanding of all aspects of the application for both the attorney and

the inventor. Concentrating on an application in one or two sessions, I
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 believe, tesults in‘a more coherent product with fewer internal’ - -
| ,‘inc_i'.{ms_isténéiés-.? o _ it o
* % The present status is that the process is working well; ‘Wehave - -:-
~ not yet :re-‘sur-s'iéyedf technical management butT am-confident that when
we do, there will be little complaint with cycle time.-Many of the -+~ =
‘managers that I have spoken with as well as‘many of the inventors have -
 clearly noted the change in‘environment and attitude: Do the inventors
like the new sysfem? Those that have engaged:the: Systémr fully have < .
g()od* things to'say about it.” They find that they:do not have to provide
anelaborate disclosure and this they like. f'MElIlY-riIlVSﬁfOI‘Sh&YG even
| found that they have learned something by becoming much more =
familiar with the patent literature. © =7 o i

. We have mote work to do, While our ability to use previously -
created disclosure has improved greatlys.-mdre work can be:done there.
We need to make'it even easier for-the inventors to use the system. More
particularly, we need to 'make it easier to get the fesﬁlts-o‘f a search. All-
in-all however, we have :made" great progress and are pleased with the: =

results of the process so far.
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1 ABSTRACT OF PAPER:

Current Problems”an U an_dom__Reflections.

by Gary A. Samuels

This paper covers a diverse number of areas currently caus:ng problems for U S

practltloners ranglng from status of provns;onals ro]e of jurles costs breadth of claims etc, '
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CURRENT PROBLEMS IN U.S. PATENT LAW
. RANDOM REFLECTIONS __

by Gary A Samuels

W. L. Gore & Assocnates, Inc.
~ Prepared for PIPA Meeting, Hiroshima, October 1996

Lo Status of Pte\iltlstenat App!lcatlohs |

;-lA questlon has been ralsed concerhlhg whetherﬁeouht.nee outs:de the U S will ghgl.ve
‘ .effect to the filing date of U.S. provisional applications. This question arises because the Paris
_. Convention in one article says that a filing date will be accorded an application that can mature
'in_to a patent. Inasmuch a U.S. provisional canhot difectly mature into a patent, some patent
professionals take the position that a U.S. provisional application cannot be used for a priority
filing date. |

| Hewever, other provisions of the Paris Convention state in effect that a nation using
provisionals can make its own determination by which other nations will be guided. Several
Patent Offices have indicated that a U.S. provisional application should be given status under
.the Convention. The President of the EPO,.after consulting with European National Cfﬁces,
has stated that “There are no compelling reasons that initiate against acceptlng u.s. prowsmnal
appllcatlons as pnortty conferring...” The British Patent Office has said the same thing.

What concerns many of us, however, is that these Offices have indicated that their

: pos:tlon is not the final word on the matter and that |t is up to the Courts in each country to

decide the issue. Thus, the issue of pnonty-grantlng status of U S. prowsmnal applications is
- not settled and is not Iikely to be settled until a court case comes aiong in a country outside the
U.S. Inasmuch provisiona! applications are so new, no court case is likely to come along for a

number of years. Suppose for example a U.S. provisional application is filed, a year later a
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PCT case is filed which is nationalized in Japan 1 112 years after that, Siippose ‘also that full 7-

. iyear term for requesting examination:is Used by Application. -Allin allitcould b& 10:15years.._ .~

from now before it becomes ‘séttled whether Japan will give Pafis Convention priority to'U:S:

provisionals. ‘A-better alternative-would be for the' U.S: 16 charige its fules to allow fora™ =

Il -Use of Juries i

Use of juries in patent cases has long been criticized because of the complexity of 7
technology and the complexity of patent law. But nothing much has been done in the way of
eliminating use of juries, except for sorfie sngm—rus-e' of altérhativé proceedings like mediation or

arbitration; ¢ ST

* However, in the recent Markma

CAFCheld that it is up to the colirts to interpret litral claim-language: Thus, use of juries for
this purpose is eliminated: But there remains & ¢ase before the Supréme Cétt in Whichthe
issue is““what is the role’ of juriés in‘decidirig the scope and applicability’of the doctrine of =+ =
equivalents.” The CAFC has‘décided that that is a-question for the jury. Biit to be‘consistent;
the Supreme Court should, | believe, .find that the question is for the couris to decide.

There are pracﬁcal problems in having a judge interpret literal claim'langliage:” For
a hearing before the trial begins? Should the judge Wait until the isstie ‘comes up during trial
and then interrupt the trial to hold'a hearing? Shoild th‘ef‘judge’-déféf antil jury instructions?
shouid-:expe‘rt?Withesses”:té‘stify'fés;-t‘dczairﬁn"intéfbfététion? These aré issues that U.SiCourt ™

system is currently struggling to résolve: ™ & ©a
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Hl. .. The Doctrine of Equivalents ..

... Atpresent there is a very great uncertainty among patent practitioners as.to the extent a
court or jury should apply the doctrine. Does one apply the function/way/result test?. Doesbne
consider the extent of wrongdoing or misappropriation?: Does.one consider howsubstantial are
the differences between the patent claim and the accused device? - Should.there be a doctrine
of equivalents at all? 1t is hoped that in the Hilton-Davis case présent!y before the Supreme
Cpurt; the court will answer these questions and add some degree of certainty in this area of

aw. .. ..

IV ;:,P_at'en’t_a_bili_t'y;-of Process of Making or.of Using New (Patentable) Compositions: .- -
While the Ochiai and Brouwer CAFC deciéions seemingly have settled this issue by -

saying that when a record is devoid of any reference containing a suggestion or ,motivatioh to

- select.new reactants or to obtain a new pro_d_ﬁct,.: the process claims are patentable despite the .

process step or steps themselves being well known...However, the CAFC took pains to say that

no general rule should govemn these situations. -Thus, it cannot be. éaid that:such process -. - .

claims are now automatically patentable, except in the b:iote.éh.area.-.e RPN

V. Lifigation Costs . oo

o Everyone _@QEEQS:!hat U.8. litigation costs.are out of hand:.. Roger Smith, :reécentlys retired

Chief Counsel for IBM, has said court litigation costs range:from:5:to 10 million dollars.. . .

~e--BUt.NO.ONE-s88MS-10.be.able to.do-anything about:it- -Numerous proposals-have-been:::

made, e.g., voluntary disclosure, mandatory mediation, streamlined litigation, limited discovery,:
sequential time limits, the rocket docket. Despite all the talk, there seems-to be little concensus

‘'on what should be done, and very little concerted effort in doing anything.
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Vi o Explosion’of Art: Computer Searghitig 17 - 0T sp el st sl ey

. Consider that:
+The:USPTO is looking for hew space for-dociments and-Examiners; "

The EPO not too long ago expanded into a second buildifig and §ays it still needs

- space ol e A Y Sl i T RS
. TheJapanise:Patent Office’s:recsntly-built bulkding i§ st Crowdsair s o Fusos
Why should these three entities continue to expand and duplicate facilities,' when
anyone can set down in front of a computer and virtually duplicaté thie séarching that these- "+
three:do? It:would seem the day'is coming-when any one of us, sitting at home can be a Patent
Examiner. Is technology :rénderi‘ngnob’s‘oiete ‘huge edifices dedicated to patent examining? ‘Are

the costs of these three huge edifices justified any longer; 'e's'pécially"Wh‘én?thé“thféé?- BT

" increasingly-are duplicating ach others Wwork?.. 7 i 7 T G S Do T T R

- Despite the recent set back to harmonization (which-was due in large partto the
unwillingness of the new Clinton administration to proceed), 1 believe the need for a unified” "
worldwide patent systeri is becoming more arid more apparent. Economics along will

eventuallyr force the:issue.: 1+ ESTal S I RN TS T TIICRIRIS SR LI SO E

VII. Breadth of Claims- Section 112 - 0

- U.SExaminers fartoo frequently allow claims that are broader than‘the' description of
the invention. For example, suppose an invention is made involvirig usé of a fatty ‘acid and it is
apparent that acetic acid has too short a chain to work in the invention. Yet Applicant’'s generic

c!aim' calls for simply “organic acid.” Too frequently, such claims are unchallenged by the

-— A0



USPTO. When the patent issues, the rest of us are forced to-expend time, effort.and-money to
deal with a claim that never should have been issued. |
Furthermore, this-claim will stand for.the next-1 7-or20 yea_l_rfs. to p'revent"-’a'n.y'onéffrom
experi.m@.ntiﬁg or.using animprovement.. .. . |
. A sub-issue in this respect is why should a discoverer of a new use of a patented it

product be prevented from exploiting. his new.use until ~the;p,atentson:-the'fprod uct:expires?

VIIl. .- Taxation on Innovation ... -

.- ..-Each year the U.S. Congress takes.a portion of the fees paid by.users of the -
USPTQ:.. This, of.co_urge,;i,s nothing more than a tax-on:innovation: - As this:sum-of money-: <
_ increases each year, a__t-_sdme_. point some inventors .especially small individual inventors are -~
| bound to "give up” and not use the system. Thus,-despite:-much --talk:abouteprotecting.the-s— ERR
~ individual-inventor, the U.S.. Congress is apparently trying to eliminate: the small inventor from
t_he system T e e ey e 6 s
A number of years ago, the:U.S: Supreme. Coﬁ.rt ‘had to-decide the:relationship'between
trade secrets and patents. One argument weighing in that decision was: that the:use of the:+
patent system should be encouraged and should not be denigrated by elevation of the status of
trade secrets. But, there do not seem to be many proponents-and-defenders of the patent

system;in-Congress today.: The confiscation of monies paid by users of the.U.S. Patent:Office

will: become a growing prObIem

.
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(6 ) Summary:
In Japan, to deal with a large number of patent application the

~ Japanese Patent Office established an on-line system for filing applications,

notices, etc. to promote smooth and quick handling and prosecution. In
order to cope with these approaches, each company also proceeded to
computerize or setting on-line system for filing patent application. On the

.other hand, a wave of internet communication system originated in the

United States, drives not only an individual but also companies in our
country into such circumstances that the informat_ion' net-work system

must be deliberately proceeded. - Under such circumstances,

computerization for file wrapper, etc. is under consideration.

In this paper, after recognizing how the computerization for file
wrapper in each company is proceeded, several typical features thereof are
induced, followed by discussing merits and demerits of each feature.
Furthermore, a prospective problems in the computerization for the file
wrapper are also studied.

As the results of questionnaire obtained from twenty-four companies
belonging to Pacific Intellectual Property Association, ‘1st Committee, we
found that a form of the computerization in each company is not always
“equal. As a point to be account, saving space, cost, work efficiency, man-
machine interface, security, information, and evidential power and the
like, may be included. However, these points have factors as positively or

NG I, [ .

1-6]

“(2)Date: - October 1996 (27th General Meeting at Hiroshima) ==



negatively affective to the computerization for:file - wrapper, in combination. :
For this reason, a form of the computerization to be applied in each
company 13, varied :depending en a-policy. of -the'(:om-pany-for file wrapper. :
regarding what positive factor is regarded as the most 1mp0rtant or how
: negatlve factor may be overcome: T : RS
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1. -:Preface:.

.+ Since;- nowadays, an. information administration. with an  electron -

media was progressed, the infor_mat_i_o'r_l_ _concerning _-pate_n_t_i application is
suppoesed to be computerized... .- R e OO
.. The Japanese Patent. Offlce H1s _attempted to lmprove in, efﬁcmncy m

prosecutwn works:: for the patent : 1nformat10n and is estabhshed an

electronic filing system for patent and .utility. model- S0 that .anyone maybe
utilized the patent information, prior to other countries in the world. That |
is, the Japanese Patent Office reviews and revises Iaws by estabhshes " law
re_l_a_tedktp_the, special case for _fqrm_ahtles._conc_erm_ng_._1ndusﬁtr_1al.p_rope_rmes. .
and- starts to accept; the eleetronic application from. December 1st, 1990.
Further, a system: df electronic dispatching is introduced on 1993 as V 2,
resulting -in . appearing the..whole. aspects towards. an 1mprovement in
handling efficiency for works. : Said system is: not '-‘,tlll spread.  widely,
regardless of the fact that.some of the ;compames_‘;hava__-alre}_a_‘dy adopted.

 ( According to the questionnaire investigation conducted by Japan Patent -

Association, Paperless Committee on September 1993, various problems
accompanied with the computerization, are proposed. ). _
Now, the 1st Committee of the Pacific Intellectual Propertles
A_SSOElatIOIl;COHd,th;S an mvestigation conce_rn_mg the _comp_ute,n;gj_:;qn; Qf the
file. wrapper. in.company: as a. main object, and.after confirming the. present
situations, :the Committee: ihvestigate_s. some: typical forms, and studies
problems. tobe caused in‘future.. [T L T AR T T
-1t.is :noted .that. no. paper. is pubhshed in. consuiermg computerlzatmn '
of ﬂle Wrapper in companies: o far and the present. paper is to.be. of certain

2. - Administration of Vﬁl‘re. wrapper hitherto : ..
- The documents, related to management for filing application, request
for.examination, and intermediate works, have been kept.in file wrapper in

& form of paper. The documents, which are enclosed in the file wrapper, are

various -depending . on..companies- and are seemed-to, include  followings:
Application.. paper, -original.. draft. written by the .inventor,. letter,. of
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~ assignment, additional materials, memorandum written by - technical
person in charge, 1nstruct10n for patent attorney's office, correspondence to
and’ from the patent attorney; specification, ‘drawing -; power of attorney,
letter’ of vequest’ ‘for “examination, séarch ‘report-‘before requesting
examination, letter of official action, cited reference; corresponding record
to and from developing section, ¢orresponding report to and from’Examiner,
© written- opinion, writtén amendment; letter of réquest for appeal; notice of
the ‘appeal number, notice’ of reglstratlon and payment for re51st1ng and
'malntenance fee ( copy ). : C SRR F A b
Each- document stated ab‘ove*ié’ file'd in t'he‘ﬁle wrapper as“occaSio‘nally '
: Accordrngly, “Volume of the file wrapper ‘will becomelarger, and. lar.c_rer
.storlng space may be réquired for the company maintaining a large number
of the appllcatmn Thus; ‘many companies store the file wrapper in the form
of micro film after the registration or abandonment of the’ apphcat:;on Fig.1
shows the conventmnal adm1n1strat10n of the file wrapper BRI LY e

3. Present situation

" The questionnaire investigation related to the computérization for file
wrapper is conducted for twenty-seven ‘companies who' belong to‘Japan
Pacific Intcllectual Properties Associate, lst’ Committee: The results of
twenty-four companles answered are analyzed 'in present  status: of
admlmstratlon of file wrapper. From: the questionnaire; the results of four
compames, who are advanced in“the computerization, ‘are further analyzed
_in detail, and their opinions are ‘asked ‘¢con¢erning a - ‘contrive point in
computerization, difficult point, company's policy, etc.

The contents of the questionnaire are shown on the attached sheet 1.

From. various_documents enclosed in the: file- wrapper mam decuments

which include apphcatlon paper, original draft ertten by the mventor,
letter of ass1gnment “specification, *drawing, search- report before ‘request
examination. official actlon ‘citéd referencs,; written OplIllOn and Letter-of
amendment, are seléctivelyextracted, and are inquired fora time’ of
domputerization and storing media. A kind of the storing -media is classified
‘into paper, floppy disc, 'micro film; magnétic tape, photo disc and hard disc.
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As regarding the 'file wrapper abroad; it is distingiished whether it may be
handléd 'in the Same manner ‘as of the' domestic application or’ not. ' ‘The
term "state computerized” used herein medns the stats: using absolutely no
peiperr--“Wher'es% ‘“the 'terii "state not: computenzed" means’ that the

1nformat10n is stored in’ paper form; excluswely

. On’ reviewing a breakdown “of''the :éompany answered for'the
questionnaire; ‘three “companies hold" file wrapper of less than 100, -six
companies hold 100 or'more and less than 5,000 fivé companies hold 5,000
or more and less than' 10;000; ‘and nine’ companies’ hold 10,000 6r more: A
state’'of the computerizition may: be briefly classified into-three* types
which include’ a case “storing in a’ paper form; 'a case storing in ‘paper form
with' coexisting ini other form and a'case stormg in; So- called computenzed

form in which absolutely no document stores in paper foim. :
U7 Amiong’ twenty four' compames “s6me’ of compames, “which "store file

Wrapper of 100"0r more and‘less than 1’,000;-ocoaswna‘lly‘—use of'a* floppy ‘disc,
however, stores only in'paper form; without storing éven in ‘micro-film: In
the company which storés'those of 1,000 6r more and 1éss than 5,000; soie
of them do not computerize at'all, whereas tmeany of them store in’micro-
film; as well'as in photo disc.'In’ the company whith stores the file wrapper
of 5,000 or moré and less than 10,000, all of thém store partially ‘in’ hard.
dis¢ or in photo disc.” Among niné companies which store fils Wrapper of
10,000 or ore, two companies have completed - computeerétion' « thires
conipanies are ‘in plamng computerlzatmn and rest’ of four compames ‘arée

Partly computerlzed LR BRI R I R Y
“From the results of the investigation, the ?compeﬁy which filés * more
applications, proc‘:'eeds':c'omp’uter'iz‘ation'"In”a"field‘ of eleétri’c’r'riachi‘ne and
parts " “thereof; ‘which - files" apphcatmn of  more” than 10,000, = the
computer1zat10n has dlready adopted or is scheduled to compléte shortly:
The’ tendency is considéred that a number of thé applications is so large and

the company is* famlhar Wlth hard wear” for computerlzatlon R E T

312 A state of computerization in view of difference in document ¢



..+ -Fig.2 shows a.state .of computerization with respect to individual
document to be stored, wherein.a numbey of the. company, which adopts the
computerization, shows in percent (%) with respect to individual document,
based .on twenty-four, companies as 100. In the Fig.2. which shows the
computerized percent at each step of the prosecutions, numerals shown on
abscissa mean a time for prosecution in which 1 is a time for proposal, 2
for filing application, 3 for filing .examination, 4 for receiving office action, 5
for filing appeal, 6 for registration (allowance) and 7 for abandon. A black
frame shows an absolutely computerized state, with using no paper; a slant
lined: frame shows -a state in which both.paper. and other media. .are
coexisted; a white. frame shows a state storing in a form of paper; and a
vertical stripe frame shows a state abandoned, existed nothing. .

-.Documents which. show: the highest computerization percent are
specification and drawing, and both show. the same states. In view of the
time- series- the computerization ‘perce‘nt shows the highest at numeral 6 of '

the registration, and thereafter.reduces .due to abandonment in part. .

-At..any,; stage. between 1 of proposal and 7 .of abandonment the

- asmgnment is stored ‘as. photo disc.in two companies, as micro film. n, five

ecompanies ; .and rest of the companies.store as paper until final stage
Among the two.companies who store the assignment in a form of photo disc,
one company. also stores in paper. form. Thus, .a few of the company 1is found
to -computerize. a document, which. requires., ewdence ( that is seal.);
together with other documents That.is to: say,from, the results above, it is - |
also supposed that a computerized percent, for the documents.which require
- affidavit, such. as-power of attorney, letter of assignment, letter of license
agreement letter, of abandonment notice . of seal replacement letter of

.. Besides these, almost of a:search report before requestmg examlnatlon
and cited . reference- -are 'not_computerized in .advance. of the time. of

....Legistration 6. "The search report before. requestmg examination” herein is

.a related patent, literature, etc.. ex1sted between the filing, date and the'
request. for the cxamination, and the cited reference’ herein is. patent,

- literature, etc. which may be used as,a.proof for:final rejection issued by the

‘Japanese Patent Office. Since these documents are cited literature which
are perusal at the Patent Office, laboratory and searchmg system, and are
numerous, it is considered to be not requ1red for storing as in computerlzed
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form.

4. Atriggerfor the computerization ..

41 CQIﬂ uterized filing-application. .. ;

(l)Paperlessplan S Y PR B
—~Japanese Patent:Office (. hereinafter: referred to.as- JPO ) promotes

paperless: plan: from fiscal year of 1984 with ‘aiming at. shortening the
‘examination . perlod of . time, expandmg and - fulfilling service . for -the
industrial properties-information, enhancmg efficiency. for managing works
and promoting: international cooperation.’ The:.object of.the: plan is. to
provide computerization- for ‘proceedings 'in patent. application.. ,and 4n
registration of ‘patent: right. The. paperless: system is -capable. of further -
promoting to utilize::the ,ihdustriralt property - information: by. publishing

official gazette written in CD-ROM with utilizing ‘electronic data prepared

by the system. Fig.3 shows whole image of the paperless.system at present:

“Concretely, since' December-1990; an:application for filing: patent and
-utility - model - becomes: acceptable - through on-line -system -(: FD. is-. also
acceptable ), in addition to conventional -proceeding with:a document-in
form of paper (V1 system ). On the other hand, as regarding a notice issued
by JPO, a dispatch through the on-line system becomes, also . available
5smce July 1993 (V2 system ) : ‘ 5 '
: (2 ) Proceedmg through on- hne system: i ono C s

'The proceeding: by on-line - ‘system:- is; made : through a. computer1zed
| :-ﬁhng terminal, -which:. ¢orresponds ;to,. in JPO,  through  public line of
“"Integrated -Service Digital Network. (ISDN)".or "Digital Data Exchange
Services : (DDX-P)". -In: the proceeding’ by. the  on-line. system, : a. filing
document may be formalized: by operating the. terminal for filing patent,
~according to an instruction shown on a-display,-and. is transmitted to JPO ,
+Since almost:of the terminal: for-filing the. patent provides.a.function: for
:checking the document, an error in the form may reduced. For the sake.of
~confirmation; .a: proof of the contents: received. in the JPO or..a.return
message of receipt with a filing number, can be received.



(3) Dispatch through on-line system o
The document to be dispatched through the on-line system is held in a

dispatching file in JPO for 10 days. During said period, the dispatch may be
received by accessing a computer in JPO using the filing terminal: If such a
access ( request for dispatching )is not made, a document printed on the
pa'per may be sent through mail service in the same manner as-before: ,

The documents to be dispatched through the on-line system are as follows:
(From Formality Section ) G e

1. Letter ‘of d1sposal 2. Order letter of amendment 3 Dlsposal for

inivalid ~ application *+-4." Letter of -disposal -for - invalid - application
{(“tegistration ) 5. Disposal for invalid prosecution 6: Notice 7. Order
Tetter for submission-of material~ 8. Order for succeeding 9. Notice: for
‘retiirning-sample  10: Notice for invalid claiming convention priority ' 11.
* ‘Other notice" 12. Notice for election of patent administrator .-13.. Notice

“for continuing ‘prosecution  14. Notice for requesting full copy of family
registration < 15. Notice = for submitting printed publication 16.:Notice for

‘evaluating technique of Utility Model © -+ - S
(From ‘Examination Section ): SRR : TS
‘ “1."Office " action  (Notice of rejection ) 2. Allowance : for: patent 3.
“Allowance for registration - 4. Final rejection 5. Decision for unacceptable
‘amendment 6. Notice 7. Order letter ' '

“(4) ‘On-line peruse;etc." : :

Through the electronic filing terminal the apphcatlon document filed
with the JPO and the registration ledger can be perused. In more detailed,
among the patent and utility model applications:filed after December 1,
1990, ‘as regarding -a matter: recorded in the file:-of JPO.and a matter

“recorded in‘a part prepared by magnetic tape within the patent registration
“ledger, the  application ‘after: publishing laid-open publication may. be

‘.w:-b-;.ﬁ'efﬁsed by--anybedy--and-:those: before.the.:laid-open.publication.may:be |

s-perused only by the applicant and representatives thereof

-Similarly; a request for issuing or proofing the evidence may be made

“through electronic filing terminal; however, the letter of the issuance or the
sdetter of ' proof cannot be: issued through - the on-line ‘system. These
:‘documents aré to be received:.according ‘to:-the: designated ‘method: ( at
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window. of JPO or through mail service )

(Refer to "Paperless System" pubhshed by JPO .- URL address

* (http://WWW jpo-miti.go.jp/patent/3h/356.htm ) )

4-2.: Developmentof LAN .- i

"As ‘an object for:activating: ;'difstributionf of the:internal information,
simplifying and making certainty of internal propesal ‘and :proceeding- for
approval ‘and sa\}ing;an amount of paper.used; by utilizing: the electronic
mail system; many: of the companies are constructing internal LAN system.
As for the patent application: document, regardless -of-the fact that a
se‘cu'rity“'is-»demanded in ‘:certain level - because - of - high. - sectret, ~the
computerization: is promoted to make efﬁc1ent and prompt proceedmg with :
riding.on a-wave of’ ofﬁce automation.. e :

5. '+ -Point for-considering in computerization = iae

- Saving space :

5-1
-~ Almost of the large company maintains a head office-including section .
of an-intellectual property inside the large city. However, a territory per se.
in Japan is essentially small, and especially in a center of the large city, an
area inclusive of working space occupied by.one company is restricted. Asa
matter of course, some:company stores file: wrapper in-a-place, such as in
plant located:at country side, subsidiary company, storage company; etc.:In
-Suchis.a=='case;v- depending -on manner how to access: the information,:a
confirmation of the contents in the file wrapper will sometimes become
difficult: Under the circumstances, the computerization for the file. wrapper
is especially effective. Because, if the file wrapper-of the original’ document,
is stored:at the :country side, a problem for accessmg ‘the file- wrapper
information can be settled.. s R T et
The electronic filing terminal, per se, sometimes occupies large spaces,
thereby suppressing working spaces, however, these problems is not
considered as serious, provided that at present; office:automation: system is
progressed and improved and effective utilization of working environment



can be made, for example, by setting each terminal on-individual desk.
5-2.  Cost

As discussed above, an expensive price of the area, together with the
- problems due to narrow land space, become significant burden to the
company. ‘For instances; a price for:-highly: advanced commerce area in
Tokyo is-about. ¥ 18 millions/m2 ( in"1995:), which:is' considerably higher
than ¥ 2 millions/m2 in New. York; - U.S. On.the other -hand, in:the case
where 1t 1s stored -at the-country side, away:from the center of the large city,
difficulty in accessing file wrapper information: may:become pro_blém, ‘as
above. The reduction of the storage space for file wrapper due to.proceeding
computerization; results in-a remarkable merit;: parti_cularljr in:a:center
part of the large city, where the cost of the area is significantly expensive.
Further, on proceeding the computerization, an increment of cost for
facility, such as hardware, software, etc., causes problem. If a large system
including automation system for administration service ‘is::introduced, a
certainty in procedure, and safety in administration are able to be improved,
whereas the cost is considerably increased. In general, the system available
for functions including patent administration, search for prior art and
administration: of ¢omputerized file: wrapper, ' costs. around.: from 'several
million to several ten million yen. Besides these, running cost; personal
expenses, ‘etc. are required.:Accordingly, .in the.company- filing :a large
- number of applications, expenses for accessing: to.file' wrapper information
and:: storing :thereof are liable’ to :arise :problems. A: merit. of-the
computerization is:thought to. be large; however, a relative -study on:a
balance ‘between “an.-object for the computerization: and :cost . -should be
made.: - SRR OIS NP sl Ty e
.. Furthermore, 'since the ‘electronic filing terminal is' made undex:the

-.specific.JPO.specification;.someone points.out.that:the.texminal.cannot.be........

linked ~with -other: office automation ( OA- ) ‘machine,  but: such :a
disarrangement is seemed to be settled by, for example; unification’ of
- protocol, in:future. - it e ERE SERET SR

5-3. - Making efficiency in works:: -~ -~
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____therefor.

__5414. < Man-machinéinterface 7 o

i ::One of the merits for adopting electronic média ( digital information )is
that processing thereof is:rather easy. Thus, it:is greatly expected that:the

“amendment of the specification and preparation of the documents, such:as

application claiming:domestic: priority, et¢. can:be made with: ease, thereby -
saving:a‘time for preparmg the: spemﬁcatlon and makmg effic1ency in: Works

3 In ithis: connectmn by ut111z1ng the patent adm1n1strat10n system
inclusive of the electronic filing;:it is possible -to make efficiency in:formality
works, ‘'such:as - certain. check - of formality,  reducing: works :for
administrating revenue stamp, -and-tally impression, and- discarding issue
of power of attorney. Provided that-LAN system inter’company will be used,
transmission and receipt ofthe-specification: copy:-‘can be made; thereby

being capable: - ‘of ‘saving works, ‘such . as:transmitting the document

between the patent section and inventor, and the like.

On the other hand, in the case of adopting " a partial computerization”
by way of paper in part, such that a proposal from the developing site is
received:in the form: of paper, an operation: for converting informationifrom

" paper to -electronic media, ‘may: be' required. ‘Thus; ‘a person in-charge of

conversion-is'required::-'with additional expenses; if a conversion: works: will
rely on: the: other :company. :‘Further; an:additional time' (:several days:to

several ' months ) is required: for conversion.works, resulting in sometimes . .
" causing so-called time:lag; and causing inconvenience such’that technical

person:in-charge. cannot ‘use the:information. promptly:: These problems;
howevér, may be overcome ‘by adopting the computerlzatlon at-an entrance
of the: information: source; that is;at the:site of the inventor.

As discussed herein above, it is significant feature of the electronic
information that random access of the:information - can be made with, edse.
Thus, an on-line peruse of the file wrapper becomes available even at a
remote plant by:completing a cooperative communication with: LAN: system.

t::But; since ithere is-a limit in a‘display and: showing rate thereof, it'is
difficult to::simultaneously access:to :plural 'information, ~as: before. For
instances, in the:case: where ‘a. study:is carried: out by comparing: plural
related applications, or a study on the relation between plural rights, plural
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sheets of:the 'document or plural file:wrappers are sometimes-required to be
overviewed. .In -such'a ‘¢ase,.. the paper  form: information. israther
CONVEMIGIICE: 1 i " {r fol 7 [ir il 0mgs 0 [ ey s o i s
.to- Under- the rcircumstances, the electronic: information is; able to-. b
~ printed: out on:paper, -however, ianamount -of .the: paper: is-increased;
resulting in going against a trend of "conservation of natural source”..The
‘Examiner of JPO is seemed to. use 2 sets of displays in-examination .of the
application: Other". than: such . an::Examiner's.:.approach; : the.plural
comparison may be made by practicing OA operation, or by.combination use
ofithe electronic: media-and:conventional file wrapper;as:disclosed below::
s Inthe. present- stage, however, the stored: document:in: the -form: of
~ image'data,:is afraid to be bardly.recognized due, toa poor resolution:of
- scanner; which cannot help expecting improvement of hardware..- ... i

5-5. : ~Becuriby s oo

<The. electronic (digital) information: may. be: easily .duplicated;. and is
able to keep safely.and confidentially by: the -duplication. ef the electronic
information; etc. Since the media is:liable:to become. impossible: to-access
‘whole data, due: to partial damage; a-distinctive and: special: attention is
‘essentially required . in storing thereof, in-a different manner from of the
‘conventional ‘file::wrapper - and a :backup .duplication. : By 'conducting::a
periodical verification with a:data:base of out side, such as.those.prepared
by JAPIO;. an omission-of the administrated:-data-may: be: omitted. - Such
outside data base may be researched through:the on-line system;:and-can
‘be utilized as it is, provided that the administrated data is computerized.
Since anybody is able to be received by way of CD-ROM or through the
terminal, the paperless plan in JPO can be effectively utilized.

B5-6:5 1 Admmistratfi'on.w_.(‘).ﬁ.infonma.tion- -

e Almost. of ithe: data: enclosed- in: the file wrapper..can ‘be -uniformly

-administered.-Since an.error derived from a‘conventional ;personal works -

may be reduced, :provided':thatwthe system- is perfect, potential: troubles;
such-as loss or missing.of the file. wrapper may be‘prevented:: . . - ¢
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5-7. THwidential power

. At present, isince  there !is:no:decisive judicial. precedent regarding

evidential. efficiency; of . the electronic .media; some.of.the documents.are.
preferably stored.in.:the.form:of:paper,-in.order: to.secure an. evidential:

power. Said documents:include; for -examg}g_,ﬂ_____@‘;-ilhej;_te1; of conveyance,: original

draft writtenby the inventor;.ete.- - - : Drneer geiidaa el to Dy

. “Aceording to.the revision’of the. Umted States Patent Law on’ J anuary,
1 1996, a proof of a date for invention in Japan can become being
considered. But, in order to enjoy said new practice, a laboratory notebook
of the inventor (herein simply referred to as:". laboratory note ") satisfied
specific conditions is required. In the case where there is such a document-
as being unavailable in-computerization;: the stored .document cannot be
simply. unified. Regarding these cases, they are discussed in the following.
paragraphs, and are expected to set legalization, to form a guide-line and
concrete-law interpretation. :t. ... St

- Hitherto, the matters to be considered on introducing the
computerization, are discussed; however, these discussed matter.should be

“varied depending on the conditions of each company. The .computerized

form is thought to become clear by clarifying."what is the object toiestablish
the computerization by said company". Herein below an .example form-of
computerization are shown in.consideration of the merit and: demerit above:

6. i Formy o oy n e s ey
As shown on Fig.4, each point to be considered in computerization has.
these. affected positively and negatively:in;combination. The points affected
positively are.reduction.of storing space ((1)-a..), reduction of area cost.( (2)-
a.:), making works effective, ease of forming. ((3)-a. ), ease of accessing file
wrapper ( (4)-a. );-and.unified administration‘of information: ( (6)-a..). .. ...
The points affected negatively are increase:.of-accupied: space by -
terminal. (-(1):b::);: increase-of facility: cost-((2)-b: ), burden. for converting
works, delay:in starting .utilization ( (3)-b. ), lack of man-machine. interface
in studying ( (4)-b:'), loss and damage of data (.(5):b:.), and poor-evidential
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power { (7)-b. ). AT o
Under the circumstances, the form of computerization and form of
working practice, which are 'to'be-established, are ‘seemed to be related to
points " ‘what is the object( positive point-) - of the computerization" and
"how overcoine the negative point caused in the compuiterization” = 7
i Inthe followings; examples of typical forms in view of the system side:
and of the working practice are shown and-are studied on a relation with:
'companys pohcy, who adOpts said: form; and ‘en’ mer1t and demerlt of the

fopmis el : s

6-1. " Typical form in view of system gide’ <7+

i HAs for 'the typical form in'view of system side; there are 'two types of
computerization form in’ patent gection; and’ computenzatlon form from
_1nventor81te ' Bl RSN ROEGe , .

These forms are distinguished depending:on:the site where" the:
computerization is made. '

(1) Computerlzatlon form in patent sectlon ( Flg 5 )
:”31) ‘Summary: LR S TR P SR :

4 In'the patent section; an :appli'c'atio'n paper-?f_romfihventioﬁ--sgro'iip“andf a
file wrapper adininistration systém whichiworks for storing document; such
as inventor's original draft; etc. in the form of photo disc are newly provided:
Since said file wrapper administration system is connected to internal LAN

-system, together with a patent administration system, a prior art searching
system and an electronic filing system, from the access terminal;*which is
set up in the patent section, an access can be made to the documents

- electromcally stored; or other data. - SRR AT gy

“The'documents such:-as application 'paper, ete. from theiinventor's site

to-the -patent-section-is transmitted-through-initernal-mail- servicesinithe -

form.of paper or FD. An exchange of these docuinents befween:the patent.
section to patent attorney's office is made throug‘n ‘commbon mall service: in
-----the form of paper or FD:as it is) SELE i Prad i i
“In"the patent section, the documents such as: application’ paper; is
electromcally recorded with'a scanner, which ‘is: commumcated to' the- ﬁle
wrapper administration’system'to be stored: " electronically. SIERCIH
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:oAsi for selecting -standard for:memory media’ in_ storing,. for the
documents 'which are required:to be accessed frequently, a hard disc is-used,

to' make high speed. access® works,: whereas for. the . doeuments. accessed

seldom, a photo-disc which: may be accessed: slowly, is.used to store alarge.
amount of data with smaller number of the disc sheet. Concrete selection of

.recording disc concerning:what document. is stored in any disc, is:intimately

related to a working form which is discussed herein below.. e :
- Working on the stored document are:carried out by d1sp1ay1ng on a
screen face on:the.access terminal, or with a paper base obtained from’
printer or facsimile machine. -, R PR SRS |
2) Relation with a policy of the company et e e e :
- In.a company . who has main ebject for reducing a, stonng space: of the
ﬁle. wrapper :( (1)-a):; a company who has:an object. for making efficiency - '
of service - { (6)-a ):; and a -company- who has.an object for .unifying
administration of the information by computerizing the file wrapper ..((6)-
a ) i it.as-an effective: system to: suppress. cost, and _enjoy the mlmmum'
merit, .as-well. - L FSTE N M E RS B PP R B S E R SR TP
3) Merlt T e IE TS TR
The access to the stored document by the member in the patent.
section becomes easy. ST A lah E by
A processing electronic 1nformat10n such as.domestic pnomty right:is
with ease in reldting to make: efficiency of works... SRR
By .contacting .with:: other electronic. fﬂmg system ; and prior.:art

| s_earchlng system, a patent administration sys,tem makes complete.. - ..

4) Demerit A e T e
To carry out computerization works for the document ( readmg
scanner:’) . in . the - patent . section, .new. .personal. disposition and a
reconmderatmn of the works-are required. ( (3)-b’) . [T TP
:Sometimes - require- additional time : before. becoming avaﬂable for
ut1l1zmg electronic.information. ((3)-b ). S . s
. Inventor's. or1g1nals drawmgs, ete. show.. 1n: low resolutlon due to
1magestor1ng ((4)yb) T RTTR TP I Y SR G IS
Vanishing and destroy of the data due to acmdent ete. Wl]l be caused
( (5)-b) Accordingly, it is seemed that a resolution in the system:aspect by
duplicating the system, and .a resolution: in service working by coexisting
with the file wrapper are to be required. . .:.: - . { '



Depénding on the stored documents, there is lack of evidential power.
(:(7)-b ) ~Accordingly, it is seemed that as-for-the letter of assighment,a
resolution in:'service working: by ~storing in-form -of paper and: by
establishing sever electronic'administration system:are to-be required.

S0 Computemzatlon form from inventor: 31te ( Flg 6): -
1) Summary B o -
" Inside -thepa-ten-t--section' the system isalmost the same:as disclosed in
" Fig:5, - but; between ' the patent - section ' and:inventor's site -it::is
communicated with internal LAN system An electronic: convertmg facility:
in the patent section is unnecessary:: o ‘ '

“The ‘inventor electronically ‘transmits: electromc document, such as
_inventor's -original, etc: which is electronically prepared by - personal
compuiter, etc), to the patént section through internal LAN system. The
patent “section ‘temporary stores the document- réceived in' patent
administration system, and automatically’ assigns receiving number. Each
person in charge in the patent section is able to access ‘to- patent

administration system from individual access terminal and to read the
éontents of the electronic document accepted ;

Exchange of the document between patent sectlon and’ patent'
attorney's office is made through: ISDN line. : _ '

From the inventor site access may be made’ through internal LAN
systém not only to prior searching system -and: patent administration
' system in the patent section, but also  to ‘the:stored document:in: file
Wrapp'er administration system.

s ) ‘Relation with company policy

“In a company who has main obJect for: completmg patent information
administration system ( (6)-a’), a company -who has an object for'making
- efficiency of works accompanied with a reduction -of electronic' converting

computerization by establishing easy access to the document from any place
( (4) -a ) etc 1t 18 a system form Wthh may be maxunally enjoyed electromc
i "3‘) ‘Merit ‘

-‘Computerization works in: the: patent section ‘becomes” unnecessary,
thereby being capable of expecting reduction of labor cost. - :
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Since the document has been computerized at a-time-for acceptance,:

an' avallable tlme Afor utilizing electronically .stored ; document. becomes;f :

”qu1cker st s Bl0 syt i ; e
A transmission to the patent attorney 'S oft'xce becomes -easier.-

The inventor at remote place becomes possible: to access; data in. the !

, patent SeEtION: iy el e i e e D

~Acrequestfor ﬁhng apphcatmn to the patent section becomes easier. . ..
~Since an-:acceptance 1is: automatlcally- .-available by: the patenti;
admlmstratlon system,:an accepting personal may:be omitted: .
There is no problem for resolution of the inventor's. orlglnal
4) ‘Demerit - ; , T Padunonniei o
* Since no 1nformat10n is:available: except electromc 1nformat1on a man-
machine interface; :such- as: study’ time .for- requirement .of application,;
intermediate review, etc. are lacked ((4)-b) Under the circumstances, a.
solution in service working such that: a: paper envelope is . prepared on
demand, etc: is:thought to be required.. :

“:There:is':a: problem: of - hindrance - and safety in.. transmlssmn of

electronic: mail. :( (5)-b ): . : Particularly,. an' order to-ithe patent -attox:ney s
office through ISDN is seemed to have:a problem at present. : R
“Construction: of internal LAN system-becomes: mdlspensable resultlng
'1n bearing expense. .. ((2)-b) | o it b e
A fear for missing and damage of data due t0. acc1dent ete.. ( (5) b )
a lack of evidéntial power .. ((7):b ), dre the same as above. .

6-2.  Typical form in view of practice in work

¢ The typical form in. consideration. of service. work has 3 types,. ie.
coexisting type, disposal type and compromised. type. T I
A study of the invention is mainly made at (a)tlme for dec1d1ng ﬁle of
the application;  (b) time for reviewing the application:specification before
filing with the Patent:Office; (¢) time for:deciding: reqpesjt for. examination;
and (d) time for intermediate studying. These forms are:distinguished.each
other depending on what kind of poweris apphed '
(1) Coexisting type (Fig.7)
1) Summary ‘ e e
This type is-the- case where all-papern file wrapperis stored at, least’
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between '(a) time:for deciding - file -of the-application, and{(d) time for
intermediate studying, ‘ disclosed “above. That is; thiscase -is;-of fully:
coexisting with a conventional paper type file wrapper, and . a:
reconsideration due to 1ntroducmg :computerization : system is.able.to be
confined to the minimum. S R T
The electronic storing is made by electromcally holdmg all documents, :
regardless of kind thereof to maintain unified administration: On the-other
hand; paper in the file wrapper:is remained until registration ; thereby
maintaining efficiency maxnnally for working:at a-time: for rev1ew1ng the.
contents of inveéntion: T e Dt
Since frequency in access to the file wrapper system:. 'becomes
remarkably “lower, - repair and: utility for internal. LAN system : are
unnecessary, and ‘a hard disc Whlch is slow: in access rate may be used as.a:
recording media." : . o ' :
#2) - Relation with company's pohcy L _
This type is preferable for the company who is 1ntended to overcome:
the negative factors, which are caused due to'introduction of the electronic
- storing system, such that lack of man-machine interface at a time for:study -
(@b )‘ [fear for missing and damaging data due to computerization:: ({5)-
b) ', and anxiety:in evidential power ~{ (7)-b ) ,from service working. In
particular, the work already established may be- employed as it is; thereby
easily introducing thereof:" R T LIPS E AL DTN P F SRR TS SN
However, this type is not suited: to the ‘company who has. anobject
reducing storing spaces ( (1) -a).
3) Merit : B B R
Since paper type file wrapper 1s remalned untﬂ the t1me of.
registration, an interpolation-may be fréely- made.: By referring:to the
interpolated part ete. ;the - previous discussing matter -may - also. .be
_conﬁrmed ST i : : B ST '

engineering is to be =perused for. deciding the requést for :examination, the

paper type file wrapper is more-convenient; frrc vy oo bt o

Since the paper type file wrapper is:remained in combination,. thlS

‘type of the form is more economically secured. with .safe and confidence,
comparing with a duplication of the system per se . : s

+“Even after registration, an important letter such:as: letter of ass1gnment
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letter of negotiation, etc., may be conveniently used, since these: documents

are:stored:in paper form..

Reconsideration : of the service works: may: be- mmlmlzed and: the'
service operation hitherto may be practlcally applred ’ '

4) Demerit IR ' S

Storing space cannot be reduced.

In the case where paper:type: flle ‘wrapper is dlscarded an-access to
electronic administration may be required. However, a trouble, by which
saidé.d_ocument'canrlot be accessed, ‘may be. caused thatisometimes an
operation method is not familiar with a person in-charge, since the access
works have not been made frequently so far, and the operator is:not always
present, even if the:ope-rator- is to be appointed. '

2y D1Sposal type (Conmdermg save: space) (Flg 8)
- At each: specific time (a) to: (d) defined above; this: type is to- output

the document electronically stored onto paper, and said :document: g

discarded: after completing study: theréon. Thus, the storing space for said
paper type file wrapper makes unnecessary-. that is, in' consideration of the
man-machine interface at the studying point, the document is to output at
the time for studying. This is the ‘form  which :is: the most’ similar to
paperless system in office ,and contributes to reduce the stormg space in
the patent section-mostly:- S FRR RIS Poolomlofll

- In: this working form;, any paper:type file: wrapper: is not ‘prepared: at
all: times: for studying- a: necessity of the: solicited application; for checking

application: specification, for requesting examination, and for checking at

intermediate.. Accordingly prlntmg out ‘of the:: electronlcally stored

document. is necessary on demand. : N LA T b
Since an.access to-the: electromc. storing system becomes frequently, a

memory disc for the electronic storing system is preferably hard: disc which

 is:with ease in access. In:'this: connection: a- working personal: for forming

paper ‘type file wrapper by printing-out.is to be-required. Further repalr

‘and utility of internal AN facility is also requ1red Lrremis

2) Relation with company: policy: -
.~ The disposal type: is ;jpreferableﬂ-‘for:, the company who: has an’ main

‘object for reducing storing-space - ( (1)-a. ). However, since:this type causes
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lack of man-machine interface at study - (. (4)-b.) , rising paper cost -( (2)-
a ), and poor evidential power ((7)-b}, it is unacceptable working form
for the company who takes serial view of these features above. -
3) Merit coth BRI :
The storing space can be largely reduced. SO
Since no paper type file wrapper is. present,: handlmg and
arrangement of the file become completely unnecessary
4 Demerit 58 , = I :
.- Remarkable reconsideration in the overall sarvice Works are required.:
--Amount of paper used:is increased resulting in rising cost.: ¢ (2)-b..)
Accordingly; a solution in'sei'vice working is seemed to be: required such
that unnecessary paper does not print out as possible, and study is made by
showing record on terminal display. |
Since printing output is made whenever contents of apphcatlon is
studied, time and laborer are consumed. ((3)-b) _ e
Interpolated document at the previous study cannot utilize at a next
study ((4)yb) . R A ERREE :
Accordmgly, it 18- conmdered that the interpolated document at
: prev1ous studyisto be computerlzed : '

(3) Comprom1sed type ( F1g 9 )
i L ) Summary -

This type is to check the contents in a form of paper at a time for'

demdmg filing application - (a), : and time:. for :checking - before ' filing
application: with : patent office :(b), followed by discarding- thereof; ‘and
thereafter, only required:document: which s electronically stored. is output
onto:.paper (d). The paper type file wrapper is stored.. until registration.
That is , this is an intermediate type between - coexisting type: (1) and
disposal type (2)-above, and:is intended to adjust: the- reductlon of the

etormg space-witth-man-machine.interface on studying,

'those which" are ‘requested for examination and-receive: office action, are

considerably restricted, this-type contributes reduction of storing space and

reduction of labor cost for preparing paper type: file wrapper. -
. Since: an:access to the electronic storing system becomes often” before
llnter-medl_ate;_-:tlme5;3qu1ckly -accessible’ media, such -as -hard :disc;: etc.: 1s

;- Normally, since -among: the -application filed with: the- patent oﬂice




~ preferred as a‘recording media for:electronic storing system. ..o
235 Relation with company-policy: -7 '

. Thisis of preferable form for the company who takes serious view of

both reduction of storing space - (1)-a ;. and maintenance of man-machine
interface-at a time for. studymg (: (4) b ) :
3. - Merit: - ok

Since the paper type fﬂe wrapper 1g prepared only fer the apphcatlon
which receives office action, a prepartation work for paper type file wrapper
maybe reduced . comparing with those of the old type.(.in:which paper type
file wrapper is prépared for all application filed with Patent:Office ).: .. =~

- Provided that the request for examination will be filed at the 7th year
from' the filing:date,. storing -space of: paper type file- Wrapper requlred at
least for:7 year can-be reduced. - RIS TS CE R R R b

-The document:studied at the intermediate time is able. 'to-pu‘t.? in:the .
file wrapper, and may be utilized for studymg on next reJectlon :

4) -Demerit.. R ' N T
‘A personiin charge :of ‘administration: for printing output to: prepare

the ‘paper-type file. wrapper:at. intermediate time ‘is. required, ‘and a
reconsideration in service works , for example, which: document: will be
output for printing,:and the like, is required. - : ' '

7.. “Problem:in feature: :

-1:. - Computerization for. letter of assignment: .

s Discard for original -letter of assignment. after computerization, and |
formmg the letter of assignment-in- computerlzed ‘base; are: requlred to:-be
considered for evidential power in a court. o _ : '

Followings are discussed. separately in' cases: of micro-film: and .
electronic information media.- : '
(1) Evidential power of micro-film KR SN
At present, micro-film is said' to-have sufficient- ev1dent1a1 power
‘(possibility for:accepting approval as evidence:), and 'in a practical business,
afilm: per-se;;. is:recognized as:document, and a process’ for taking: of the
evidenceis carried out by submitting the documental evidence:: '
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~ghu-shoko-no-Shoko-shirabe" by-tomoro-Kasuga-) -

However, in.order to enhance -evidential -power of micro-film, -legal
conditions (a) to (e) below are thought to be satisfied. Said conditions are (a)

“proof for surely existing original at a time for taking photograph,(b) proof
for correctly copying thereof from said original,.(c) proof: for preparing

thereof in accordance with ruled process, (d).proof for no-doubt in storing
condition thereof, and (e) notarized exemplification. ( Refer to Micro-film

Guide by Tsutomu Yoshidé,-‘Nihon Micro-film Shashin Kyokai). ..

- Accordingly,:in order to satisfy. five conditions (a).to (e} above,. sever

preparation and administration system of the micro-film are to be settled.

(2) Evidential power of electronicinformation media ( optical disc. ‘etc. )
- Different from the micro-film; there'is a:problem: in:legal approach
how carries out a process for proofing evidence. In court decision of Osaka

: 'High Court on March 6,1978, Suit of Tanakawa Karyoku, concerning - an

order of submission: for document is requested regarding magnetic tape for
computer; it says that the magnetic tape can be'the evidence. . i

According to said decision, electronic recording medla are .original,
document printed out is full copy, and-in the process for proofing evidence,

- theé-document printed out is requlred to be submitted by: attachmg -with the

electronic information. : corn RISTIT AT
A formal evidential power. sometimes: requires. proofing - that, for

- example, electronic recording media is inputted by computer having

standard function, in a process of conventional service, during rational
period from a time for starting the matter to be described, ‘oriproof that an

~input , administration, etc. of computer is made impartially. On the other

hand, when an identity of electronic recording media'and document printed
out ( in other words, substantial evidential power )is disputed, the judge
will order:consultation of a record:in électronic: recording media and an

examination of witness ' who made printing out; is-taken place. ( Chushaku

Minjisoshoho (7) by Tokushlge Yoshimura, Yuhikaku;: Jurist No. 1028 "Shin

The evidential power of assignment electromcally stored may: be referred
to the judicial precedent above. i : :
1 ) Letter of assignment in paper form . S
. Since provided that it is-stored in: a formof image data; read out by

‘scanner is' considered to be the same: as by photographing micro-film;‘and

on the document.printed:out there appears-sign or.seal, the conditions (a) te
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(e) for micro-film above are considered to be applicable as they are:

That is, as for the condition (a), a letter of certificate certlﬁed by the
person who recognizes said original being true, may be recorded together
with the assignment into one sheet as image data. As for the condition (b},
a: responsible-cbserver is attended to ask him: certifying "being correctly

_copied”, and:writing to the effect;, followed by signing and sealing on the

recording certificate. Said:récording certificate is ‘recorded: onto one sheet,
together with a letter of assignment as an image data. As for the condition
(©), said electronic recording media is to be prepared according: to-a rule of
electronic: media recording in a process-of daily works.. As for the condition
(d), a scheme for prohibiting write into from outside systematically.. -«
~».On the ‘other hand, when it is stored:in character data, the paper type
letter of assignment is strictly an original, and the character:data inputted
18 mere one type of the memorandum. Accordingly, a document prepared by
printing out of the character: data -has: little . possibility  in- acceptmg
ev1dent1alp0wer : ‘ RERUS T PRt E LN R S i
2 ) - Letter: of asszgnment prepared .in- a -:,fo'r.m ;::-:o_fi - electronic
1nf0rmat10nmed1a ST RE Gnnormees el e
' When the:inventor inputs:his sign electrenlcally, a problem may: be:
caused whether said electronic sign: may :be: said of:the -assignee; i.e.;
inventor, or not. That is, whether a declaration: of .intention for the
assignment by the assignee may be acceptably “recognized: from said
electronic:sign. : Further; another problem is seemed to be caused whether
the-document printed out may be 1dentlca1 with:the electronic’ mformatmn
media. L e
| The later is seemed to be in accordance with Judlmal precedent above,
whereas the: forimer cannot. help-expecting:a solution by.future: -technical
and legal rearrangement accompanied with an improvement in'eleetronics
commerce, digital cashing service, and the like.. - .. PSR IS T T RS
| As studied above, even though a content recorded on the:electronic
recording media ‘may be submitted as:an .evidence in:a‘cite of .court, a
considerably sever:record; settlement: of administration organization,.and
rearrangement of the system are to be required. For the company arming at
making effectiveness:in ‘works by the introduction of computerization; these |
. requlrements are:seemed to give:him negative advantage. : b ;
. Accordingly, -at present it'is thought to be :simple and safe: approach _
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for storing the letter of assignment in a form of paper, as it is. . -

7-2. ~_Computerization of laboratory note

- A novelty of the patent filed with the U.S. Patent Office from :Japan
with claiming priority of Paris convention, can be retracted as far ds:the
priority date, so far..-However, on January 1, 1996, Section 104:of the U.S.
Patent Law is revised that the novelty can become ‘being retracted further
to the date of the invention by filing an affidavit under Rule :131. By said
~revision, in.order to prove the date of the invention as an evidence, many of
companies started to keep laboratory note in our.country. IR

.~ However, a storing space for laboratory note is:seemed to be ldrgely
expanded in future. - Said storing space: surely becomes: larger than: those
for the:application file wrapper. D et R

~.Under the mrcumstances, in the most of the companies, 1t s thought
that the laboratory note will be stored in a computerized form. In such a
case; it is of great interest how - (1) . a form of the computerization, (2)
evidential power of the computerized laboratory note, and: - /(.:3.) - electronic
sign 'which is required on the:laboratory note, and - for which: confirmation
by the third party 1s:provided, are treated. i -~ .~ ‘ L

- (yForm of 'computer'ization for laboratory note - +

o1 ) Semi-computerized type - . N T _

A preparatmn of the: laboratory note is ‘made in: written: form as.
conventional, and on storing thereof, photo disc, micro-film; etc. are used:
- This type takes serious view of space. _ g

~2) . Complete computerized type - S .

A preparation itself is :made by:computer terminal,: and a storing
administration is also made in a lump. In such a system electronic sign is
required for the confirmation by the third party :

e:8)—Others e o i PSRV TIN P UL SRRy SO
- ‘Basically, -the:'computer.ization 1.);_--, 2 )-v-;are- considered, but an
intermediate type which is arranged these, is also considered: .
~(2) Evidential power of laboratory note - S
Since a precedent deals in.the U.S. Patent Office cannot hnd 80° far
regarding whether  the. computerized laboratory: mote may have.  an
evidential power for sufficiently proofing a date of the invention or date for
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reduction to.practice of the invention; 4 final decision ‘must be expected for
case study in future..Of course ; it.is true to not consider:that the: Iaboratory
note has-lack of evidential power.- GEL ean L ad nwoninn A )

-*However, at: present, on: ‘practicing the: computerized- laboratory note;
at least-an effort for enhancing the evidential'power is required::

_In order to rise the evidential power of the computerized laboratory note

it is'thought to:be studied:comparing with - conditions for proving the date

of the invention, which is required for a paper type laboratory note. ...

The paper type laboratory mote::satisfies -at least the following
conditions to secure the evidential power; - a. :being of book:type (loose
leaf type is not preferable ), - b.’'~describing date= ~ii e written in ink
(‘not in:pencil ), *d. no'space remained; and- bemg sugned by the
inventor:and: witness.: . ‘ . TR e S

- Among these conditions; conditions~a: to" ' d::isto ..-_prove.-t‘hat'
the content of the laboratory note cannot amend nor rewrite afterwards;
and condition = ‘e. -is: to-mainly:prove ‘that the content:is true and not
willful:‘false ‘statements.:-Accordingly, in: the laboratory -note; it-is the
minimum requirement to: fulfill’ these: two: requlrements Afor: provmg ‘the
date of the invention. CRITERI L e -
Ty +No willful fails of contents:in computerized laboratory oS note

‘The sign by the inventor alone is not sufficient: for .proving that a
content of the computerized laboratory note is true and not. willful false:
( Price v Symsek, 26 USPQ 1031, 1036 ( Fed. Cir. 1993 ). Thus, a sign by
the third party ( witness:) is generally required.: In the case of the complete
computetrization' :type, -the sign will. be~ electromcally ‘made, :which is
dlscussed i followmg paragraph:’ ' SR RN , |

22. )i oo Content' of r.=computeri-zed -laboratory-:«no'tei is;of Mo
changeable afterwards:. ERE SRR Y S TR O

a) Input of date 1s preferable by automatic system. At any rate in
order to exhibit that a program can be neither revised nor arranged, a
submission of program is understood as indispensable. On the other hand,
when the paper type laboratory note is stored in a micro:film insemi-
computerized type, a trouble-is mot particularly caused since the micro-film
is-understood as same “as a:document. provided: that the requlrement
dlscussed - 7-1.(1) is fulfilled. ; S AT ST EPEE LIS

"'b):- When the laboratory note is stored and administered in complete

-~



computerized't'ype-,'-the content: of the laboratory note is - secured so. that
the content should never be changed during the storage.- HSEE

¢) A proposal to advance evidential power for the laboratory note:in
~ terms of a.date which is inputted by. fair:third party organization, electronic
sign and computerized laboratory note per. se. are -also proposed. (The
electric ‘notebook: by -Howard M. Kanare, American .Chemical -Society,
Washington: D.C. (1985)).: However; a. study on--various :points .. such: as
keeping secret; etec. is necessary.: . :

+:(3) . Evidential power of electromc sign-. S R TINTES
‘-'1 ). For adopting the laboratory note as :an ev1dence the sign is to:be
specified as written by the person himself ( for example, establishment pass
~word, or introduction of audio recognition syster_n ). And after signing by a -
person himself, a system must be the one such that a content.is maintained
without any: change { For example, a system-in. Whl(:h inputted.content is
protected ). . Colmede e IR : _ '
©:2 ) . Inthe United States, electronic sign is used partially in commercial

~ business; and is gradually expanded. to. be app‘roved-by- local law .in each
states: (AIPPI Japan; U.S. Intellectual: Property Seminar,: Internet -and
Intellectual Property (1996.5.10) Cosen e e

As discussed above,; -under - the present situation where - precedent
cannot be found, the laboratory note is also preferably stored as article in a
. form of document, in view of evidential power: P

~-..As such, it is the present status that a computerization for letter. of
assignment and-laboratory note are to'be understood as-being negative. ... -
However, it is nearly no doubt that in:future a-computerization of the
documents will -be proceeded more: and more; and. a problems caused
thereby is to be techmcally overcome and is expected to be solved by
revision in Law. - : ' '

8 Conclusmn R TR R RSN RREY: SRSt )
. As d,lscussed h1therto .in -+ the present -paper, . several.:typical
computerization forms of the file wrapper system are considered in rélation
to a policy of companies for computerization, but the consideration in view
- of the. other feature may also ‘be made. .In particular, since a form.of the
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=crarnvn.pute:rization for ééch company 15's0' complicated and widely varied, it is
not believed that' all opinions 1n ‘the companies are, collected and studled_ -

On the other hand accordmg ‘to an_lmprovement 1in: electromc engineering

and in establishment of new law etc., a new computerlzatmn form Wthh 1s
different from those ex1sted i thought to be created. . R e
. We. hope that.the. present paper..is. to be..of. certa

future computerlzatlon for the compames
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LT Answeredz_:f;:?:i-t pEeT R R G ES T R
s@ompany:(: o sivast e U siSections( sl bl

s PilewrapperInformation:

- Attachment:( Questionnaire Form )i s oiivr coaoamn o ol ven srsindio ]

Name  ( ) Phone_'

ﬂle wrapper is stored in a paper form ?:'

("1 ):At present, among-file:wrapper: of the domestm apphcatlon how many

.+ »a) Tiess.than:100:-b) 100 0r:more;: less than T000: ez oo
¢) 1000 or more, less than 5,000
d) 5,000 or more, less:than:10;000:
€):10,000:0r: more Bt
(2) Storing Place ? :
a) In Pat. Sec. b) In own area, inclusive of subsidiary

~ )y Commission:company. - :d) Other ( : ' )

(3 ) After registration, how long information (including file wrapper ) 18

stored ? : |
a) No limitation b) With limitation; (- )years

(4) At present, among file wrapper of foreign application,
how many file wrapper is stored in a paper form ?
a) Less than 100 b) 100 or more, less than 1000
¢) 1000 or more, less than 5000
d) 5000 or more, less than 10,000 -
e) 10,000 or more 7

3 Management of file wrapper of domestic application
(1) Please show the present state.

a) No proceeding computerization, and no plan in future.
b) No computerization at present, but plans thereof.
From about ( )year, ( )month
c) Computerlzed part of document or part of process.
| From about { )year, ( )month
d) All computerized. From ( )year,( )month

(2) For the_ company answered a) or b) in (1) above, please answer reason,

if it is not introduced yet.

( | )



Followings are for the company who answered c) or:d) in:(1).above:: it/
(3 ) From what step an information was computerized ?

Please write a stored media in each step.:.on:-a. Table
attached, identified with numerals If plural media were stored;- please
- write plural numerals. ‘ ’ _ S E
(4 If any document other than::mentioned - in- thef'}_ Table
attached, are::stored as an:iinformation;: please wrlte aname - of' the
document, and stored media onto the Table:~ s i Berode el wmoosew el
(5) Is file wrapper of the: fore1gn apphcatlon dlfferent from the above in its
handhng ? SN R Lo '
‘ a) Almost the same as of the: domestlc ‘one: oy L
b) Computerization is not so proceeded as of the domestlc one:
c) Others '

+i ¢ Thank you for:your . Kind.cooperation.
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8 USAT'I‘ORNEYCLIENT PRIVILEGE
 FOR FOREIGN PATENT AGENTS

JackE Haken Rlchard A WBISS GertJan Kurpers"= |

ABSTRACT :
The paper addresses how U S. courts have deaIt with the attomey— hent prlvrlege in the

“context of commumcattons 1nvolv1ng patent agents. All commumcattons relatrng to act1v1t1es 1n the_

United States are govemed by the American rule, Whether or not forelgn part1es are 1nvolved in the

"_\ communrcatton ‘When the sub_]ect of the commumcatlon does not "touch base" with the. United -

3' States, the issue will generally be governed by the Iaw of the | country to Wthh the patent activitics'

' relate

Recent Us. court decrsrons have SmCﬂy CUﬂStﬂled Japanese law and have not _affor lod

attorney—chent pr1v1lege to commumcations between Japanese patent agents and their clients.

1. Introductlon :
Thrs paper addresses how U.S. courts have dealt wrth the attorney chent prrvrlege in the;
context of commumcatrons 1nvoivmg patent agents That pr1v11ege is often 1nvoked in liti gatton to .
iy to protect docurnents from berng obtarned durmg dlscovery : IR
: Though it 1s ‘well settled now that the attomey-clrent privilege i 1s avallable for certam?
commumcatlous Involvmg patent attomeys the s1tuat10n for communications 1nvotv1ng patent agents
?1s not as clear One of the dlfferences and the 1mportant onein. th1s context, between a patent agent
and a patent attorney, or an attorney in general, is that a patent agent is not a member of the bar of i

533. court Do

In order to succeed in clatmmg the attorney cllent pr1v11ege a number of elements must be

satrsﬁed (these elements are outhned in Sectlon 2). ThlS paper W111 not focus on each and every one

' U.S. Philips Corporation, Tartytown, New York *

;» AAMBOGHAA] BOR wpd
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applied to patenf:agents in a number of different situations. -

of those elements. Rather, it will be assumed that most requirements are satisfied, and the privilege
w‘o‘_l'ildf exist if the communication was'made or received by an attorney. Whether the privilege would

also exist if & p'ateht'agentWas involved-in'the:communication ‘will: be the:subject.of Section 3+ Iix

that-se¢tion the "member of the ‘bar of a court, or: his'subordinate” element will:be discussed.and:

|
A

e = L. RIS
RSP T L SR N A SEP s S

DU S S SR S WP

_ prlvﬂege is; apphed strlctiy The party assert'f g th,

2.7 The Attorney-Client Privilege - -

The attorney-client privilege encourages complete dlselosure of mforrnanon between an

attorney and a client to further the:interest of justice! - This is achleved by preventmg dlselosure to

third parties of confidential client communications made fo an afforiey by  client sceking legal
adee e e y st ST

T Wﬁle the attorney—chent pr1v11ege serves a very lmportant purpose courts are aware that it
may nevertheless be an obstacle to the lnvestlgatlon of the truth: Aceordlngly, the attorney-chent

rney chent prlvrlege h

estabhshlng the followmg tradltlonal elements

' "(1) the asserted holder of the prlvﬂege : or_sought to become a chent (2) the person to
. . whom the cornmumeatlon was made | a) is member of the bar ofa court, or h.lS suborchnate
“and (b) in connectlon with this communication is aetmg asa IaWy ., (3 ,the commumcatlon
relates to a fact of which the attorney was informed (a) by his client without the presence of
.. strangers (c) for the purpose of securing primarily (i) an opimon of law or. (ii) 1egal services
 or (iif) assistance in some legal proceeding, and not (d) for the purpose of « conrnmttlng acrime

it ot Cortorty-and (4) the privilege has been claimed and (b) not waived by the client:*: :

A s1rnple'decla1'at10n stat1ng that the pr1v1lege apphed is not enough, and fallure b'y the assertmg

"Upjohn Co. v. United States, 449 1.S. 383, 389 (1981).

‘Burroughs Welcome Co, v, Barr Laboratories, Inc, 25 USPQ2d 1274,.1275(E:D. N:C. 1992):

*In re Ampicillin Antitrust Litigation, 202 USPQ 134, 137 (D. D.C. 1978); Burroughs. 25 USPQ2d at 1275.

*United States v. United Shoe Machinery Comp., 85 USPQ 5, 6 (D. Mass. 1950): 15 v i it o

ANMBCSHAALBDR. wpd
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party to:prove any of the above elements'may result in a denial of the privilege:

g e s i,

- Though a:detailed discussion -of all of the elemerits is outside the scope of this papcr, it s
cléar from the elements listed above that communications between an attorney and-a.client "must be.
made both 1) with'the intent that they be confidential and 2) in.connection.with a request for legal:

advice.”s Accordingly, courts have identified the following:types of patent law related documents

as not being protected by the attorney-client privilege:

S g TR by e e et T
i SR

‘1) Client authorizations to file apphcattons and -take . othier-steps ‘necessary.:to" obtain
. registration;
" 2) Papers submitted to the Patent Ofﬁce -
+:+.3) - Compendiums of filing fees and requlrements in the United. Stateés.and foreign: countrles
- for varjous types.of applications; .
“'4) Resumes of applications filed and reglstratlons obtamed or rejected (1nclud1ng dates and
file or registration numbers); S
~ 5) Technical information communicated to the attorney but not calling for a legal opmlon
" or interpretation and meant prrmanly for aid in completmg patent appl1cat1ons
- :6)-Business advice such as that related to: product marketing; - . e
_ 7). Communication whose confidentiality [the client] has walved
) Cornmumcatlons ‘which pass through an attorney who acts only asa condurt for a th1rd
.9) Transmittal letters or acknowledgement of rece1pt letters devord of legal adv1ce or
o 'requests for such advrce and’ dlsclosmg no :prlvrleged matters[ and] ' '
“10) Patent: dtsclosures draft appheatrons 'techmcal non-legal rnatenal related to the ﬁnal
o :patent of studles of the pr10r art '

' Courts however have also made clear that the attomey chent pnvﬂege could be ava11able to eertam
other types of documents mcludlng pnor art: searches and d1scuss1ons and documents related to the
prlor art 1f they contam or, reﬂect comrnumcatlons made in connectron wnh requests for legal adv1ce '
or legal opinion as to patentabllrty and "drafts of replres and responses prepared in response to

questions or decisions of a patent examiner,"”

SBurroughs, 25 USPQ2d.at 12765 .7 " 10 wal cwm oot i e

e "_I_gi_ (e:tanonsomltted) S e e

"Id, {citations omitted). =, .. 3 n Do 0

AAMBOSHAALBDR.wpd
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..+ Inthe rest of this paper; it”WilI‘fbeassnmed that the attorney-client privilege would apply to
& specific. communication'if it was made:by-an attorney: ‘Accerdingly, the applicability of the
attorney,-client._privilege hinges only on the fact that a-patent agént, rather than a registered attorney; '_
was involved in the communication:- : : :

- As: Opposed to reglstered attorneys, patent agents are not "members of the bar of a court,”

"-"M'I"hough thisis one of the traditional requirements of the attorney-client privilege, sonie coutrts take’

a more liberal approach. For example, in In re ‘Ampicillin; the fact that-a patent agent was not a

member. of the bar'of a court; did not-quickly dispose of the issue of whether the attorney-client

- privilege -was applicable.:: “The. court In:re-Ampicillin-Held that the- attorney -client: pnvzlege is

available for patent agents in:the:fole of an "attoiney" in certain instanices.®

- This and other holdings.will be:discussed in the following section on the- apphcab111ty of the'

' attomey—cllent pr1v11ege to communications involving patent agents. -

Bew ;APPliéatiOH.'.Of_iheiAﬁOrney-Client Privilege to Patent Agents - o i shsiing G

_“‘The: attorney-client - privilege  basically involves two parties, f.e.; the "attorney" and ‘the
“client". - Patent agents:can either acta as the “attorney" or the:"client”. For patent:agents that aré‘
involved in the _-communiéatiori‘from;the' side of the "attorney", the traditional "member of the bar
of a court, or his subordin'ate"- requirement becomes relevant. Accordingly; theniain"fc)biis in the
analysis of the case law will be directed towards patent agents in thls p051t10n

The analysw of the case law will be divided between cases in whlch Us. prmlege faw will
apply, and cases in which foreign'pri\"filege Taw has an inipaCt;" “This influchce of a foreign privilege |
law is based on the federal common law principle® of comity. This principle holds that while no law

has of its own force any effect outside the territory of the state or nation from which its authority is

-*In e Ampicillin, 202 USPQ at 143.

*Since patent infringement cases are of a federal nature, federal common law principles will apply”
See Chubb Integrated Svstems Lid. v. Nat'l Bank of Washington, 224 USPQ 1003. 1010 (D. D C l984) Wl"emll
Houdsterppaatschappit v. Apollo Corputers 13 USPG2d 1001; 1012 (D: Bel. 1989). - 7 il

AMBOSHAALBDR. wpd



. derived, _fdr_eign:IaWs;may, Withi_n._certain limits be given effect.'® One.of the main principles of
comity is:that comity will not extend to foreign law or rights based thereon if it opposes settled
public polity of the forumi nation." - Thus, since "the United States has a strong interest in‘regulating
activities that involve its own patent laws, all communications relating.to patent activities in the

"2 j.e., the federal discovery rules will govern

United States will be governed by the Amencan rule,’
communications "touching base" with the United States-in a patent infringement action," whether

foreign or domestic parties are involved in the.communication.

.. -In cases involving "communications with foreign patent-agents as to applications for foreign

patents,"'* however, the "introduction of the foreign elements creates-a whole new set of variables.""
~ For example, in the United States there is no inhibition against the lawyer's direct handling of the
application with-the United States Patent Office without -involving‘ apatent agent, -while for the

- prosecution of an application in some. foreign countries such representation is not possible. . The:

difference between communications with United States patent agents about application for United

States patents and communications with foreign patent agents as to applications for foreign patents.

is meaningful, as is evidenced by a statement to.that extent by ‘the court in Mendenhall'® The

communications: with fo‘reigri; patent ‘agents:as to-foreign patent:applications;will:normally be

governed by the law of the 'c_o,imtry to which the patent activities relate.!” i

+ - When a patent agentis-in the role of the "client”; applicability of the attomey-client privilege-

/I reArr.lg:‘c:.!ln.l ioz USPQat 144, _

MJMMM 184 USI;Q;."7S MOSCIM i s
.l'zln_reA_m;m 202 USPQuat 144,
 "Duptan, 184 USPQat 788. -

“Mendenhall v. Barber-Greene Co., 217 USPQ 787, 788 (N.D. IIl. 1982).

'51g. n.4.

o
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is 0o different than for any other client.. . .. .

3.1.- -~ Communications Invelving U.S.. Patent -Agents, and . Communications on; Subject
Matter Touching Base With the U.S. D e Snad T e e

~Commurications involving U.S., patent.agents acting as "attorneys"”, .or. communications

e TN e NS e i e

e T T

a rule 1s glven by the court 1n Benck1ser

involving U.S. or foreign patent agents on matters that touch base.with the U.S., will be governed

by the United States attorney-client privilege law." . oon o o0

as an attomey ' is spht along two Imes' as 1s 1nd1cated m many cases

rmnumcahon ﬁcom patent agents, whether Amencan

The ﬁrst hne follows the rule that "no'

or forelgn are subject to an attomey—chent pnv1lege in the Umted States 120 The reasomng for such

to faci itate our ‘advisary
) ay someday represent his

”*[t]he acknowledged purpose “of the attorney‘cllent prmleg
" gystem of litigation by encouraglng fulf disclosure to one who

“client in such litigation before the courts:, Whlle the lawyer s oath and’ code of ethics, which

are also required of patent agents, prov1de an ‘added teason for the client's irust, they are not

_ the source of the privilege. In 11ght of the general trend to limit such 1ndependent privileges
““““to the essential requirements of thieir’ ‘purpose; ‘the attorney-chent privilege has hot been
extended to non-attorney pract1t10ners who engage in administrative representation short of -
actual litigation in the courts.??

 goveined by case

YIn_re Ampicillin, 202 USPQ at 144; Chubb, 224 USPQ at 101 1; Strvker,

®Duplan, 184 USPQ at 788.

2Benckiser, 149 USPQ at 30.
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Accordingly, under the first line of cases, even though a patent agent is licerised to practice before

the Patent Office, he/she is not licensed to practice before any state or federal court, and thereby does

hotfulfill the "miember of the bar ofa court” requirerient s laid down ini United Shoe ® this rule

has, however not been adopted by all courts.*

second rule‘is that "the attorney-client privilége must:be dvailable to'communications of reg-istered

patents agents."”” The reasoning for such a rule is given by the'court in'In're Ampicillins | = v

| the dem'al of the attorney-client privilege to patent agent communications .. would result in

the Patent Office, has expressly permltted both patent attomeys and patent agents to pracuce

5 i before that office.’ “The registered: patent agent is: reqiiifed to-have full and working
knowledge of the law of patents and is.even regulated by the same, standards. Jincluding the.

Code of Professional Respon31b1hty, as are applied to attorneys in all courts Thus, in

‘i appearance and'in‘fact, the registered patent agent'stands ont the same footing ‘4 an‘attorney
.. -0 proceedings before the Patent Office. Therefore, under the congressional scheme, aclient.
" 'may freely choosc between a patent-attorney and a patent agent for representation in those
proceedings. That freedom of selection, protected by:the Supreme Coiirt in Sperry, however;

., be. substantially, impaired if .as basic .a protection as. the. attorney-elient -privilege were
; fafforded to. commumca’uons 1nvolv1ng patent attorneys but not to those 1nvolv1ng patent
.. agents. Asa result, in or,de_r‘not to frustrate the congressional scheme the attorney-cllent

pr1v11ege must be avallable to commumcatlons of reg' tered patent acents "

The availabilty of the attorney-client privilege 0 patent agents under thesecondrulels restricted

1o those patent agents that are registered with the Patent Office. "

HSee for example: Joh. A Benckiser G.m.b.H, v. Hygrade Food Produets, 149 1JSPQ 28 (D. NJ."1966): Diiplan Corjs. v,
. Deering Milliken. Inc,, 184 USPQ 775 (D. 8.C. 1974), Status Time Corp. v. Sharp Electronics Corp. 217 USPQ 438 (S.D. N.Y.
' '1982), Burroughs Welcome Co.v. Barr Laboratories, Inic., 25 USPQ2d ] 1274 (ED.N.C. 1992), Delectlon Systems, [nc. v, Pittway
Corp,, 220 USPQ 716 (W.D. N.Y. 1982), Ra ette-Faberue Ing."v. Tohn Qster Mamifacturine Co.. 163 USPQ 373 (E.D. Wis. 1969),
Umted States v. Unlted Shoe Machmew Com 85 USPQ 4 (D Mas:; 1950)

HGee for example W:]Iemnm, 13 USPQZd at 1014, n.25.

}.SE

n re Ampicillin, 202 USPQ at li@ This rule was already present in Vemltron Medlcal Producte Inc..v. Baxter---
aboratunes, Inc. 186 USPQ 324,325 (D: NJ1975). PIRN . :

_In re Ampicillin, 202 USPQ at 145-146.
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- Other courts, such as the eourt in In re’Ampicillin court; have adopted'a second‘rule. The
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" The éourt it In ré Amipicillin acknowledged that there undoubtedly "are patefit:agents who

meet all: the registration requiremients; biit havé not actually registered.'?” ‘Nevértheless; it found it

"necessary fo'limit the holding to'these [patent] agents who have registered."”® i That limitation seems’
toTesult fromi the balance stfuck between two:prindiples: ‘lmiting the scope-of the privilege on'the:

one hand so as to encourage dlscovery, and the congrcsswnal 1ntent o have reglstered patent ‘agents'

]

.

4
_r‘.} )

i

§

b)

B

|

}

&

1

]

and attorneys treated equaily on the other hand ¥ A second reason for the registered patent agents'
limitation is that it will ensure that patent agents will be:subject to professional and:ethical standards

set by the Patenit Office > Furthiermore; the court believed that that limitatior set forth 'a clearly

defined test so that all parties will know beforehand whether the privilege isavailable. ' vl v

5 The Ampicillin rule’bas been followed by some courts.”? . According to somie; the Am Ampicillin’
rule is the prevailing' view today™? -However; several courts:do: follow the: Benckisef: rule:
i1 In"addition, somie courts'have just mentioned the-split ini the case law, and have sidé stepped’

the issue, sometimes explicitly stating that they expressed 116 ‘opinion‘as to what is the right view or

rule* ‘The choice of rule could; for example; be avoided if the patent agent could b qualified-as-

aMsubordifiafe 6f 4 terber of the bar of a’court.” “Patent agents in- this situation ‘work ‘at ‘the

direction of; and under the supervision of the'attortiey,* and are called ageiits or subordinates 6f the:

e G P e st S T e o S St asons -

¥See for example: Stryker Corp. v. Intermedics Oﬂhogedlcs [nc . 24 USPQZd l676 1630 (E D N Y. 1992},
PPretty, LH., Where the Veil Againsi Discovery in patent hrrga:mn fal!s 76 J PTOS 71- 72 (1994)

“Mendenhall, 217 USPQ at 788 n.4; Chubb, 224 USPQat 1011, o

“Hergules, 196 USPQ at 408; See also Congoleum Industries. Inc, v. G.A F. Corporation, 164 USPQ 376 (E.D. Pa.
1969). IR Agis
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attorney.. Both inside patent agents™; i.c., those patent agents working in the patent department of
a corporation, as well as outside patent agents slie., those patent agents working on an. mdependent
basis, could be i _m this position.. Hence, when a patent agent; even an.outside patent agents, is.acting
as anragent of an attorney, communications with those patent agents can be protected by the attorney-

client privilege on the basis that they are agents of the attorney.™ ... .. 0

3.,1.2 - Patent Agents: Acting-as the !"Client" : .; _ :

. The applicability of the-attorney-client privilege to communications involving patent agents

in the role of the: "client" is.no different than for communications involving any other-elient..Some

- analysis. will be directed; however, to patent agents;in this role, since:it.illustrates.the way courts
have dealt with the issue of attorney-client privilege in the context of patent. agents..

¥ -When-- discussing .patent --agents' :acting as the- '_'elient‘f, that.discussion should be divided

between inside, :and outside patent: agents

.- Inside patent. agents are.employees of .the. corporatlon and:may. therefore be part of the

"corporate. client”. - The:exact requirements and specifications:with. -respeet to.thei corporate,
employees covered-by. this term-were:laid down by the Court in Upjehn.” For-corporate employees
to be part of the corporate chient with respect certain communications, [t}he communications [must]
concern matters within the scope of employees' corporate duties, and the employees themselves
[must be] sufficiently aware that they [are] being questioned in order that the corporation can obtain

legal advice."%

Outside patent agents normally handle patent matters on an independent basis, and are

*See for example Hercules, 196 USPQ at 408.

'“See for example Wllleml]n, 13 USPQZd at 1013

3"Wll]eml]n, 13 USPQ2d at 1013

~*Uniohn Co. v. Unitcd States 49y, S 383(19

’ ‘“’Id at 394 8 ISR RN
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typically not emiployees of the:corporation:: The court in Foseco;! however; extended the ‘attorney=

a"constructive employee" theory:: :Actording to'this theory, the communieations between a British:

patent agent, that was acting on behalf of a British corporation, and a U.S. patent counsel were?

protected “bys attomey—chent pnwlege -since: :"these: ”commumeattons i[were]

client privilege to communications between an outside patent-agent and an attorney: with'the use of ...

iniessence

communicanons between the ehent and the chent s attorney " 2jnThe Foseco courtl found that "[t]he

British patent agent acted at the dn‘ectxon and control of the [Bnttsh eozporauon] 8 The court in

Chubb, however re)ected thls reasomng and stated tha_"" [outszde] patent 'agent ':arc not employees _

of the corporatton Typ1cally, [an. outsxde] patent agent is:akin to.an indépendentcontractor, as

opposed to an employee it Though the Chubb court held that the patent agent at issue was not an..

employee the wordxng seems to leave some room for the 31tuatlon in Wthh the outside patent agent.

is not the ' typlcal" outsu:le patent agent 45

Thls section thl focus on eommunlcatwns 1nVOIV1ng forelgn patent agents on S‘le_] ect matter

HChubhb, 224 USPQ at 1011.

**The Chubb court found that they had "no facts (other than plaintiff's labe] of h:m) from.which-to-conclude- that- Mr:--
Coles was otherwise than the typical [outside] patent agent” Chubb, 224 USPQ at IOI [ o

“Communications involving foreign patent agents on subject matter whlch touches base wnh 1e U S are governed by
the law as outlined in Section 3.1. e LA T B 2

AMBOSHAAL.BDR wod
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side:of the.foreign patent agent.- The foreign:patent agént typically:has ithe role of the: "attorney™: -

M7

- The court in Stryker, 'set out the way:courts:have: "grappled with:the issue™

cliént privilege in the above mentioned situations.: The first rule mentioned by the Stryker court was::

thatry foeme beany 0000 Das ornneogng deindl s b e o g e

isniot piivileged unless under foreig gn | law communications between patent agents and
- soclierits ‘are privileged..:-Similarly,:if 'the:communication: is iactually -betweenithe:; +::
- attorney and the foreign patent office, and the foreign patent agent merely servesas, ..

.+ the attorney:and:the fore1gn patent:office:is'confidential.?

. ;he’ex‘c’ept‘oeé"tn this T J.L.u.v, Lu.uhsu sr\feu in Str _,\51{6“ 'are: oe'SL descrioea by tne 1angua0e of the court )

"\;::-:..

in the cise that Iald down thls first rule the Mendenhall court Thls court stated that

All the analysis shifts dramatically if the communication between lawyer and foreicn'bé S

agent is "substantive" - if if is not simply meant to be passed along to the foreign
. patent ofﬁce as part of the cI1ent‘s apphcatlon Inﬂt_l}rat_ﬁ_eyent there .are two .

):w:by a privilege, any moteé than i
-« T circnmstances.: Y o

however (because of knowledge of the forelgn law), the communications between
United States lawyer and foreigr patent agent are between two préféssionals, if that
is in fact the situation presented by the present case, each is,{reated by his own
country as a subject of the privilege. Hence, the posture is no different from what
- would obtain if co-counsel in the United States were to correspond with each other

-~ 1Chubb, 224 USPQ at- IOk :

“Siryker, 24 USPQRd at1680
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‘of the attorney--

.. [if] the communication is:actually-between:the client and-the foreign patent agent; 2250
and the attorney merely serves as a conduit for the information, the commumcatron,:

" conduit, the Commuinication is not prlvdeged uriless drrect commumcanon between e

o 1) If the forelgn patent agent is prlmarlly a funcnonary, wlth the real -
; “*lawyerlng belng ‘done by the United States lawyer, the communication is like that
4 shetween a lawyet and:any non=lawyer-who: serves under the-lawyer's supetvision::It;; -
therefore makes no drfference wheth the - patent agent himself is generally covered .
: ulred of an 1nvest1gator under parallel"

(2)If the patent agent is also engaged in the substantrve Iawyermg processm

i
i
f
|




2 O 'substaritiveé‘legali's*rriatters:'%'clearlYfprivileg'ed.j‘?;;;,_éf bt el T

Un1ted States has no such strong mterest so that deference w1il be glven to the [forelgn] rule st

The Shifi analysmvt n'th

AR

" seems to 1nvoIve at least 1n part a sw1tc tot e"'U S attomey chent pr1v1lege rule

Most courts, however, have taken an approach which differs from that"’taken bythe

- Mendenhall court in situations involving commumcatlons from orto forexgn patent agents on sub] ect

the same attorney-client pr1v1lege that they would bé glven abroad s Under thls rule "[1]f thei

‘communication does not ‘touch base' with the United States, a court wﬂl look to the law of the

fore1gn jurisdiction to determine whether a privilege would protect that commumcatlon inthe forelgn

“Mendeqhall, 217 USPQ AT 739.

*The rule was formulated and:followed by the:Narthern Distritt of Hlinols) 7.0 2 nplpn g 15

e Ampicillin, 202 USPQ &t 144; &0 it

2Willemiin, 13 USPQ2d 1001

o P A0 L 5 P TG v s e o ] et e |
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country." The releVant foreign law, i.e.;:the law-a court would look 4t in these situations, is the law

of the country to whrch the patent act1v1tres relate

' after havmg recrted the two dlfferent rules drscussed above found 1tself constrarned under the.;
relevant case law to deterrrune whether the cornmumcatlon would be prlvrleged under the releva.ntlt
forergn law w7 since the commumcatlon d1d not touch base wrth the US. Ina footnote however '
the S_tryﬂ court expressed 1ts own v1eW and stated that "U S 1aw pertarmng _to the attorney chent
pr1v1lege should apply to the 1nstant case even though the communlcatrons between th; )‘_domestlc._
patent attorney and the forelgn patent agent d1d not “touch base" wrth the Umted States e By‘

applyrng the Amerlcan rule the cornrnunlcatron would be prrvﬂeged on the baSIS that the forergng

- patent agent was actmg as an agent of the U S attorney Thls approach was already mentroned in

. _the Mendenhall case.

3 2 1 Speclﬁc Examples Japanese Patent Agents ‘ B S
" U S courts have found that the Iaw of several countnes arnong them the U K 5 Sweden
i 'I

Germany France and Canad aoknowledge the ex1stence of attorney cllent ege w1th

o regard to communlcatlons 1nvolv1ng patent agents

' sstyker, 74 USPQ2d aties0.

Sin're Ampicillin, 202 USPQat 143, 0 e e

fStryker, 24 USPQ2d at 1681.

*Id. n.4.

®Detection Systems, 220 USPQ at 718;:Mendenhall; 217 USPQ:at 788, 1o faiinainet zove i i

. “’Willemijn Houdstermaatschappij BV v. Apollo Computer, 13 USPQ2d 1001 at 1053:(0):Del 1989).

d“‘Id.

“Mendenhall

AAMBOSHAALBDRwpd
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- advice.

e Inicontrast;however; a series of recent cases™ ha:vé::held. that: U:S. attorney=client.privilege.

does notapply to communications between a Japanese patent agent and his client. -Although Axticle. -
281 of the Japanese Code: of Civil Procedure® provides that.witnesses miay.refuse to testify as to:
facts which he obtained in the exercise of professional duties as a patent agent, "nothing in the statute:

extends'to the patent agent's client or'to documents prepared in.connection with the patent-agent's

MBB. Lo g e

b e e A e e e s e Frestde bbb e 4

3.3 - iConclusion & i o

<+ ‘The case law is split 61 the:issue of whether-a patent agent can be considered an attorney for
the application-of the attomeyrcliéﬁt—privilege in communications-invelving U.S. patent-agents or
on subj’ect _matt'eritouchi'ngz base with the U.S.:In: fact; there-are two: lines of cases. - The first line:
holds that patent agents are not attorheys for the application of the attorney-client privilege; while
the second line holds that the attorney-client privilege could apply if th.e patent agent 1s registered

with the Patent Office. There is, however, agreement in the case law that both inside and outside

" patent agénts can be considered, when working at the direction of or under the supervision of an™

attorney, a subordinate of an attorney. In those cases, communications involving those patent agents
can be protected under the attorney-client privilege.

For inside patent agents who act as the client, there is general agreement that they can be part

- of the "corporate client". While outside patent agents can be subordinates of an attorney in

appropriate circurnstances, whether they can be considered employees of the corporation for the

attorney-client privilege is less clear. At least one case holds that outside patent agents can be

“Alpex Computer v. Nintendo Co, Lid, (S.D. N.Y. 1992) 1692 1.8, Dist. LEX1S 3129; Baver AG and Milgs. Inc. v. Barr

Laboratories, 33 USPQ2d 1655, (S.D. N.Y. 1994); Santrade. E.1d. 2nd Sandvik Special Metals Corporation v. General Electric Corp.,
27 USl_’QZd 1446 (E.D. N.Car. 1993) -

65 « Article 281 (Right to Refuse to Testify). A witness may refuse to testify in the following cases: ... (?) Incase a ... -
patent attorney ... is questioned regarding the facts which came to his knowledge in the course of performance of his duties and
which should be kept secret”.

% Alpex
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considered:employeesiof .-fth'e'"cofpdratioh;whileanother case holds that the: typical outside patent
agent cannot'be in that:position; "While this distinction may:[in some cases] appear formalistic,-it
is- a' significant one . for -purposes:-of = détérm_ining r:whether - the -~ privilege -applies*-to. the
communications: "% s D naten T G uron w0t ) e it oo dond e
¢ 10y sCommunications -',involving foreign patent:agents relating-to: foreign patent activities- are
governed by two different rules. The ﬁrét rule applies the law of the cduntry to which the patent
activities relate to determine whether a privilege would apply to those communications. The second
rule, which can be considered a refinement of the first rule, takes into account the:role played by thé
foreign patent agent. This second rule introduces a U.S.-attorney and: disctl’sseé the situation in which
- aforeign'patent agent is either an agent or a:.co-counselor of the;U;S:; attorney. Forthis last-role, i.ei,
the foréi'gﬁ patent agent as-a:co-counselor; the: fdreign:ipa‘teht agent has'to be treated as:a subject of
the attorney-client p'r’ivilegeir‘-l!thc'i-foreigh;cduntry.fs GO R R et L 0 pnd

“Chubb, 224 USPQ at 1011.
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T IntrodUCtION ot T e T e s

* = The spredd of personal ‘coinputers is bringing about.a rapid increase in‘the use of

l* the Internet. Japanese ‘enterprises are' studyifig the ‘merits and- déemerits of the

\ Internet-from various angles to explore its tise’as ‘a business:tool. The Internet has,

however only a short hlstory in J apan ltsé-legal aspe(:ts*-‘mcludlng those irelatmg tO '

* Various:legal problems have‘already begun to-arise in the Umted States Where it

“has a longer-history. This paper'is intended to pomt out’ problems ‘Which 4 company
5“may face upon commeraal use of the Internet

2.Use and Infringement ofa Trademark

(1)Use of Trademarks

«How do' trademarks appear-on ‘the Internet‘? ‘Here! Wwe would Tliké ‘to p1ck up

Access to a desired server is gainéd by inputting thé corresponding URL, (Uniform
v Resouree Locator) (e.g-: http://www. pipa.’co. jp). " The *pipa. co: jp* (domain
6 Hame) i the URLisa symbol for dlstlngulshmg the seiver to Wthh ACCESE 1s
w1 wdesired: : T R e e

- “As domain name is aii éxpression ‘which ‘symibolizes thé' supplierof infor‘rﬁation
: itsuse may constitute infringement if thereis‘a trademark right Wthh covers the
siigontent oft 1nformat1on glven on the: 81te RN

If the site is intended for the furnishing of services, or the sdle of goods itis hkely
o Hiliat its name nfay be conclidedias trademark tige = 1T BTN

w i = Qeritence; phrase; decorative figure; sound; etc. in the' 31te>

1 Sentencas; phrases or decorative figures are used for mtroducmg goodé or®

L gervices. If atly of them serves as'a symbol for indicating the source of goods or
services, it is likely to infringe trademark right. ‘
< Symbol attached to goods themselves>
The symbol attached to goods themselves have a function of indicating the source

of the goods. Its use may in the ma]orlty of the cases constitufe the 1nfr1ngement '
of trademark: rlght FESERE S N , A
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It is not easy to conclude that the display of a trademark; -or:other, symbol on the
Internet amounts to its use. However, the display may be considered as the use of the

...;.trademark if it is employed for the sale:of goods, or the furnishing of services. In Japan,

.. anadvertisement by television.is.interpreted as being an."advertisement' under the

; sprovisions of paragraph 7.of Section 3 of Article 2 of the Trademark Law; and a.similar
... interpretation may. apply.to.any display on the Internet. . ', ST

Concermng letters or:figures which are.not attached 10- the goods themselves but
..employed in an;image display. fqr:_‘advermsmg- the goods, if, is-important to check

... -whether they areused;in a way serving to indicate the source.of the goods. You would

also have to be aware of words which.are considered as being-a-common name within
the country. There are chances that the word is a registered as trademark in other

countries.

@) Responsibility of a Provider :

-.A provider,is a person or.company that provides services: for connectlng a personal

computer to the Internet, sometlmesm,_a,nagmg,b_ulletm board system (BBS): Insuch a .

case, we wonder if the provider is legally responsible for.w-_any;;mfringement of a

.+ trademark that may occur on the network. .

.At.is usually impossible for the prov1der to make a- detaﬂed check of the contents of

;;.;-;mfox_?m;atlon-,dlspi:ayed- by:the member..However:in.the United \States,f-_the.r.e are .some. .. .. .

judicial precedents concerning copyright, which approved responsibility.of the provider

..; -under limited conditions for. an.infringement by a-third party!. In.Japan,.the Civil Law

'+ .. has provisions covering a joint tort, and it is, therefore, likely that,.even if a provider

“himself may not infringe a trademark: right, -he. may -have. to.;assume joint
responsibility as a network operator. It may also be easier for the trademark owner to

o aceuse the provider:: o ool e

Under these cn'cumstances it w1ll be necessary. to.examine. the followmg points to
specify the role of.a provider, If the provider has heen in a position to become aware of

any infringing, act, assist the infringing act, whether the.provider has.any right and

.. ability to.divect and supervise the infringer, if the provider receives economicalbenefit |~

from the act, and so on.

! Playboy Enterprises, Inc. v. Frena (839 F.Supp.1361,1378(N.1:Cal 1995)) - -+ ..
Sega Enters. v. MAPHIA (837 ¥.Supp.673,(N.D.Cal 1994))
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3. Territorial _ISS'U_Q

< Tt is a basic principlé of thei Paris-Convention that a intellectual property right is
::granted‘in each country and is éffective only within'that country; and it:is, thérefore,
. possible that’ thers imay-iexist many: different owners: of the right to''the’ same
=+ trademark in the world: On the etherhand; the Intérrdet has o territorial boundary.

““There is, therefore, likelihood that information may’flow “into countries “with 1
trademark right, causing conlusion with the goods or services supplied by a third"

party. -

(1) Infnngement of Trademarks Abroad
It is not yet clear what problems may arisé from ‘thie*outflow of ‘a-trademark

‘“abroad through the-Internet, since no specific case is krown' as yet2. The-following is,

o therefore; & statenient of several problemis which ‘can’ be’ assumed “to‘aﬁséf from the

1 international nature of: the Internet and the local natiire: of a trademark

i<iPremises >

:+iThe ‘Japanese’ company-Y~ is the owner- of a J apanese trademark reglstratmni “A”
~appearing’in the site’ S Pl T R e s T
* The United States company X i§ the owner’ of a Umted States trademark

14 registration’ “A”"“"f'

CorTrademark“A” is niot well-kinown either inJapén of in the' Umted States!
“The: Japanese company Y opens‘a Homé | page Wlth ‘Server Sl i apan
i = Uger in‘the: Umted Stifes gaing dceess.” - i e

o E"TM Owner‘(

> TH Binar X
: A@' us

‘ A@ IP s Serve rS'I —— ,Ser\foS2

i | Consumer
ES A

Recently, # chiurt dedision hias boen madd6i “Playmed” Thternet sitg in Tialy; 0
available for U.S. computer-users: (:Playboy Enterprises Inc..v..Chuckleberry - i :
Publishing Inc., DC SNY, 79 CIV 3025(SAS) June 19, 1996)

See “BNA’s PATENT TRADEMARK & COPYRIGHT JOURNAL” Bureau of Natlonal
Affairs, Ine.(vol:52; No.1286) .
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3 dhj‘:the court -place principle, and problems are likely to occur, smce t

[1] Does infringement exist in the United States? ~ -7 i’ o
In the case as described above, an infringement of the trademark right is likely to

i exist in the: United States, since the display-of the trademark maybe considered as its

:.-use, the trademark A is not. well-known, and the.trademark right-is governed by the

N . territorial principle. However, in the actual case,-a discussion- as to-whether the site’s

.- flow to the U.S..was apt to the Japanese.company’s transmission , or te the U.S: users

.i-access, will-be.inevitable. .- .. - .

{2] The apphcable law and c0urt ]urlSdlCtlon
While the infringement has occurred in the United States, the 1nfr1nger has its
address in Japan. Where and with which country’s law cdn the owner' X of the United

- ,_.,,;States trademark right take action? ... . i

Accordmg fo.-the .private. . mternatmnal law the -Iost: adequate Iaw that is

I apphcable to the matter is chosen. This is:done by. determining, : (1) the nature of the

" matter and.(2)-its. connecting points.. To determine the nature of the matter, the
matter in question is broken down into the individual legal issues, and studied. In
- this case, the matter to be decided is whether the appearance of the, trademark on the
display in the United States could be considered as the .advertisement;.of the goods,
- proposal of a contract for the sale of the goods, ete. . RS

-The connecting points are established by spec1fymg the elements for ﬁndmg out the-

place with the closest relation to the issue-(e.g., the country.where/the trademark right
was granted, the country and address of the injuring party; the place:where the illegal
act was done, the place where the da__mag‘e was produced, and the'country and address
of the m}ured party) o

‘ Accordmg to-the opinion. whlch is currently predommant 1n Japan, the Umted
States- law seems to be appllcable in the case under dascussmn (Tokyo D1strlct Court
"',Dec1s1011 of June 12, 1953) : : T
. TheJap apanese law spemfymg the law apphcable to torts (Article I1of the Rules for

the Apphcatmn of Laws) is based on a comprormse between the tort place pr1nc1ple and

; ‘“Proceedmgs Act has no provision for _}uI‘lSdlctIOIl in 1nternat10na1 proce dmgs :
- According-to-Article-11-of the- J: apanese Law Governmg the: Apphcatmn of Laws
* The existence of a claim brought about by a tort and its effect shallbe ...
mterpreted in:accordance:with the law of the place Where the cause thereof
.' " shall have occurred (Sectloh 1 the tort place pri i L T

The prov1s1ons of Sectmn 1 shall not apply to any act that shall have
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We think that the J apanese company can reduce the 'sub:sﬁantial?':i"lle‘gality of its

act if it defends 1tse]fby showmg its lawful use of thie trademark clearly by following

ways

o \Pla'cmg% a statement that:the trademark is re gistered in 'Japan,'f and by clarifying

that it has no intention of infringing any right in other countries. Orif it'saysin its
gite that it Will not sell goods in speciﬁc country (i e. the United States).

support for the”
presumption that the Japanese company has no intention of infringing any -

+trademark: right' in:the United::States. It will also:be unlikelyto ‘arouse any

.+ - confusion between the two marks. ‘(Except when:it is a site intended for Japanese

= people in the United States). o

1+ Also,-as:mentioned before, a discussion:as to whether the site’s flow tothe U.S.

. -was apt'to.the Japanese company’s transmission:;or to the U:S. users :access, will be

«ue-on'the territorial:principle: People handling trademark business'in each enterprlse are

inevitable. _ _
Anyhow, everybody is always likely to infringe a trademark right in any country .

where he has no trademark registered, insofar as trademark régistrations ‘are based

i required to study: possﬂ)le measure against such mfmngement

| -‘*:-"(2-) Measu'res:'to be Taken. by-“E-nterpriseS"* L g

‘' The following:is a statement of some ‘measures which ‘can tiow be takep: agalnst
the risks which may:arise-from the use:of a trademark in the:Internet: - o
~ In the first place, it is advisable to pick up countries for business purposes and
secure the right to use trademarks at least in-those countries. It is also advisable to
secure a trademark right in each principal'country, or in each country having a high
spread of personal computers. : However, these: measures have the drawback of

-incurring alarge amount of costs - e

In the second place, it is advisable for each enterprise to name in its site the
countries where it intends to:de business; while stating clearly that it does not intend
to do business in any other country. In this connection, there will be no alternative but
to give up doing business in any country where it-ig difficult to obtain trademark
registration. i '

In the third place, it is advisable for edch:enterprise to show clearly in its site the

country, or countries where it has a registered trademark, or the right to use a~

registered:-trademark, and.to declare its lawful use-‘of the trademark; though a difficult

problem may still remain about the measuré to be taken for any country where no
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" such right is:available.

=+ Although-alk:-of. these measures; may.: be taken to-show: the lawful use of a

~trademark, none of them is a drastically effective solution which enables the:safe use.

.. .of @ trademark throughthe Internet, since.it: is. 1mp0331b1e to: av01d completely the

. :infringement of a trademark rightin a. forelgn country.. .

e Domain-Names.»:

. -In the United States, a:large number. of cases involving: domain:names are

~.r-already:in . dispute3, and are drawing. dattention.to.the necessity. for some measures

including the preparation of new rules, but in Japan,..filoi such case is known as yet.

5ot Accordingly, : the following’ discussion ‘is: directed: mainly:to -the-cases in‘the United

-1 States for: analyzmg the present situation and, predlctmg the possible tendency in the

future.

D) Domain: NAMEs oot oy e e e e e s e

.+ The.domain name is a name:assigned’ to. a server connéected:to -the Internet,
designating the site {or;add;r_es's)_..on;the;.__;l_ntemet;;One- who-wants: to-access to a
particular organization, relies mainly upon its domain name for assuming its activity.

‘More specifically, a domain name ‘consists:of its: proper-name;-a-code indicating - -

.+ the nature:of the organization and its -country code; as shown:by an underline below.

Its use requires:registration withan appropriate association. .. .\ i =i o

(U S ) http /lwww pIDA.org -

:-domain name :

-pipa: = orgamzatwnname NI TR s
org = organization code. ... ¥ The country.code is not.shown.

: (Japan) http fIwrww . pipa..or. m/dauchl

s domaininame:

¥ pipa = organmization name . i oo el e g s
or =organization code

L Jp s Ecountry code il s i b )

12 For llst of the disputes, see “WHAT S IN A NAME?” (- Inr,roductlon to-Domain Name
_:Disputes ) by J.Agmon, S.Halpern & D.Pauker: . B T
 (http:/iwww.law.georgetown. edu/le/internic/recent/reci. html)
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- : The registration -and- _admmistration?”of- the-domain hames-are done:separately

from one region to another. Under: the:authorization:of IANA: (Internet: Assigned R

Solutions Inc., is doing the job, and in Japan, JP NICSis doing: the: job.. JP NIC-is not
directly connected with Inter NIC, and is working independently.
A user. wishing: for this. own::domiain :name:applies: for. its ;registration with

o TnterNIC, IR NIC, ete:, T responise tor this application, these associations investigate
-:the: prior registrations and register if not: priory.registered..Though domain names

. -must be-registered; applicants can choose-and,use: any further file: names:as desired
- without havi.n‘g: .then’.tare.giistered;-:'~ i B :

-*;;.(2) Problems Involved in: the Reglstratlon of ]omam Names £
In the United States, the number of applications for reglstratlon of: domam names

.+ has shewn a sharp inercase with the increasing use:of the Internét. The number of the

- registered domain: names has been: doubled in the first half of this:year, and amounts
s#::t0-about 460,000 : as- of :June,. :1996°. - .In-Japan,: however;:.the -number of the
= ~ registrations -is .only~about: 9,000-as: of :July,.. 19967 -.even:though it is:showing an..

‘explosive increase. This surprising difference in number is not only due to the
difference between the two:countries in the extent of spread of the Internet, but also
appears to-be-due to: the difference in system. In the United States; the.companies or

ocorganizations have theiriown servers-and therefore their own: domain.names. On the

1 -other.: hand;: many-.organizations.in:'Japan! still: rely::upon :the servers.owned by
...+ providers, and do;not have their own domain names. . In any:such event;the riame of _ '

.+the company; or organization will be the file name following.thé domain name, and
need not be 'registered. Moreover, JP NIC makesiit a rule:to-assign only one domain to

..;i-each company. Gt Ut vl dremes artt

Inter NIC:or JP-NIC, as a rule observe the. "ﬁrst come,-first: served” principle,

and assign a particular domain name to the first applicant... As .a-fesult, conflicts
often arise between domain names and trademarks or service marks. Although these
problems have occurred mainly in:the United- States, it is apparent: that Japan will

#iter NIC (itp /s mfernie o

180 JPNIC (http/iwww.nic.adjp) RS MRS S L : S
6 " InterNIC news, Registeration Servmes Performance Measures for June 1996 L ns
* (http://rs.internic.net/nic-support/nicnews/stats. html) - 7 '

" The number of the assignment by JPNIC has doubled since Jan., 1996

_ (fip:/fftp.nic.ad.jp/publjpnic- pub/stat/A]located__Domams) _ - _ . . o
|
1
‘1_
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i1 also-see an increase:of disputes involving domain names with:an increase’in the use of

w00 the Internet and-the registration of domain names. 0

“The following: is‘a summary of: three prm(:lpal pomts ‘at-issue-as:derived from -

: :_:..%cases mn dlspute in the United States: -

-+ :[1} Domain name registered with the intention.of unfair competition -

w::7- Kaplan Review vs. Princeton Review (dispute between competing companies) -
rPrinceton Review Management Corporation had registered theirdomain name
i ="kaplan: com” ‘made by using a' part-of the name of their competitor,” Stanley H.

Kaplan Educational Center. It sent information :slandering Kaplan to -anybody who
" had accessed to the site, considoring the domain name as that of Kaplan. The two
compames arrived ata’ compromlse and Kaplan Review acqmred the rlght to use the

sidomain mame::

f:’It'".iS‘pOSS‘ible"-toi regis'ter-‘domain.-namés:With’a malicious intent, ‘and thers are a
«.nnumber of cagesin which the users of domain names ‘are in dispute with the owners of
‘trademark or other rights. ' Well-known trademarks not registéred as domain hames

o uiare likely to bethe objects of such malicious registration'as domain‘names.-'::

./[2] Dispute between lawful owners of trademarks- . i v
= Uzt Nissan: (computéer:shop) vs: Nissan (automobile manufacturer) =«

<! = While Uzi:Nissan had registered:*nissan: com* earlier than Nissan, automobile
' manufacturer, did, Nissan is afraid that Uzi Nissan'mayhave intended to bexnefit from
= :the name of Nissan‘Motor..Uzi:Nissan-having their name registered with the State

w0 Department of Justice asserts that! they thave been usmg the'name *Nissan™ since a
:2is]ong time before:Nissan started-to'use it. 8" et '

In the event that a single trademark is the subject of plural-registrations in

- respect of dissimilar goods only one of the: compames is allowed to use the trademark -

irgs their domain name::

i [3) Registration of similar domain names i i friien it s

- "microsOft.com" vs "microsoft.com"-
A company named Zero Micro Software had * mICI‘OSOft com (havmg the numeral

0 in the place of 0'in soft) reg1stered as their domam name; and: 'was demanded by

* Microsoft havmg a reglstered domam name mlcrosoft com to dlscontmue 1ts use.

® See “IPR’ (Vol. 10 No.4, p.185) NGB Corporation (Jap‘ého'se”tex,t)‘ -

—178—




win14(3) Settling the Situation: i i o
st 1 Action of NGEror srisrrermbs snoner s

o finecessary.

Domain names will be registered if it is not “identical” to’the names already

| régistered) Similarities ‘are not-concerned:::Moréover;” a user nob: accustomed to
2 ridomiain name's is likely: to:get confused, since domain:names with the same proper

' name are registered with differentorgdnization or country code.: -

In order to cope with the problem of confusion between a‘domain .name:and a

. "trademark as discussed: above, NSI:revised: the “Domain. Dispute :Resolution Policy
o Statemient” (July; 1995):and- published.‘Pomain ' Name Dispute: Policy- Statement”

(November; 1995)°. The new policy reconfirms that NS-I'-iSTfree‘-'from any:responsibility
concerning the disputes, and at the same time, prevides chance for the owner of the

registered trademark to suspend the use of the domain name until ithe juridical

I idecision. -

- Aceording to ‘the. ‘new policy; ‘the'.owner 'o_f ‘a.registered tradéemark: which is

Midentical” to: & domain: name: has:the:right:to raise :objection. However; a number of
s problems ‘are-pointed:out; for example;:only registered trademarks are effective forthe -
"1+ objection: (use under the common law:is not considered); only "identical" . trademarks

i/ can be-used for objection {no possible confusion, as between kodak and-codak, istaken

“orivinto consideration); - and: there - are *mo :consideration: paid:to . the’ standard of

i ondistinctiveness' which: differs bétween icountries (a tradémark net registered n the

U.S. as lacking distinctiveness, may be objected to by onechaving:the:same trademark
registered in another country).1° '
Concerning the assignment of domain: names;: NSI ' is ‘obvicusly:in: & muaddle.

- i Despite-their declaration of having no responsibility, there are number of cases where -

< NSE s involved inlawsuits; Whilerthere are dlready stories bf further revision:of the

s Policy!!; there is no doubt that a drastlc TNCASUre: concernmg ‘the- asmgmng system is

® Domain Name Dispute Policy Statement
(ftp ifrsinternic; net/pohcy/mtermc/mtermc domain:4’ txt) SRR
16¢ Furthermore there aré‘questions as to'whether InterNIC have authorrty toreallocate
propérty. See “Is the InterNIC’s Dispute Pohcy Unconstﬂ:utlenal‘?’ by M]kkl Barry -
(hitp:/iwwww.mids. orgllegalldrspute html)=< ST
11 There has beén'a further revision‘of the Pohcy, effectlve Sep 9 1996
“Diomain Name Dlspute Pohcy (Rev 02)” GEHIIR R e
(http://rs internic. net/domain-infofinternic- domam & htmi)
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2 [2)The USPTO Guideling =: o0 20 08 fomminss v 10w o sioed
o The new:policy: by. NST-which puts: Welght on trademark reglsteratlon 1dentlcal to

;o domain: names: highly: increased thenumbér::of .trademark: application. of :domain
names. In February, 1996, the: USPTO.:published a" ghideline: concerning the

registration of domain name as a trademark'?. However, as you could tell from the fact

that the specimen issue had been very carefully discussed; this dees:not immediately
mean that the USPTO regards ordmary use of domain names (as a part of the URL)
: “:,:':“':asatrademarlr.13 s . Dol SR s ey s
71 <+When filing a domainname as:a trademark;, it:is: irnp_or_tant-_t"o ca_refu_lly. s‘_tudy the

i and-to file Ehe"applicationiin the appropriate.class.-: - . -

[3}JPNIC : ; e g
JPNIC, Wthh is in charge of assigning domain names Wthh ends Wlth the

=+ iicountry codé jp”, is of the standpoint that they assign-domain:names merely as a sign, '

wieand/have not-yet published:any policy concerning-domain-name: and trademark.

»: +InJapan; the incréasing use-of the Internetis-beginning to arouse strong interests

Uicin domain names. Demands for the abolition of “one;domain per organization” system

:iand the assignment of ‘brand” domains and “event” domain are becoming strong. As of

“August, 1996, JPNIC is gathering opinions in order:to explore new.domain structure4.. . ...

: A discussion between Trademark specialists and JPNIC would be,inevitable before the

o orsifnation becomes serious: wif ol

‘ !'-f'f‘=-:(4) Domain:Name and Trademark. . Corn e
v wooAdomain-namerisia:set of alphabetlcal Jetters for makmg IP addresses easier to

| '?-memorlze,s.expected to serve-merely as:.an address;--However-,fth.e;_Set;o_f:,letters,-wus_ually
e consists a word: While-arguments are still pending as to.whether.a-domain name
should be considered as a trademark, a company can definitely not allow their
- trademark to be used as others domain name. Trademark Act, the Prevention of

1gervices for which:a registered name will be used, to.express them in adequate terms,

... Unfair Competition Act, or the Federal Dilution Act {of the United States), depending

12 USPTO “Reglsteratlon of Domain Names in the Trademark Ofﬁqe” “Class:ﬁcatmn
-of Computer-Services and Associated Policy. in. the Trademark Office”, (Feb 12 1996)
i3 For.associated information; see Thomsen & Thomson ChenT & Tlmes (Aug, Oct
1995 - “Internet Domain Names and the USPTQ. An Interv1ew P
(http://www.thomson-thomson.comMmetscape/docs/ariicles/2 LTe. 1c2 html) , :
_ (http://www.thomson- thomson. com/netscape/docs/artlcleslz 16a_1c2. html) .....
1 JPNIC domain-talk(http://www.nic.ad jp/ipnic/hottopics/domain- talk txt) -
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on the case could be cons'ide_red;tobs used-on suspending the use of the domain name.

{1] Sltuatlon in the Umted States NI : b
- Although there are number of dlsputes many, of them have been settled out of

‘court or. are: still .pending. Thus the. issue have not reached the. conclusion:as to

whether domain name is a trademark. .

i sth_.sm : are ,al_ready: cases: -dema.n.dlns. t.he; suspension: .Of“: use, | an.d:_ furthermor.e,—a,court

"1y decisionsrelying upon. the:-Act:fo'r-suspending the use of. the domain name’s, : Tt can be
i: expected that the. Act .will be: commonly be applied-for the protection; of famous

... trademarks. .

In April, 1996 a prehmmary m]unctlon was 1ssued for the f1rst time to suspend

the use of a domain name confusingly similar to.a federally registered trademark!s.

i However, under the Trademark Act, an-infringement exists only when there is a

st ,-_confusion of the source, of goodslor‘ services. Accordingly,. if service or. goods concerned -

o aa;_m.frmg@msnt maxngt :b.e lllf;s;ly thq_ze.X}st.,-;as ,1s-=1:h.,e .c_.assbe’qwees_mo\ftlzscl.smarks_-

. ;- 1t-appears. that in..the United States, domaini:names:.are. more likely-.to be
..considered. as a. trademark because.of the precedent.-as to concerning. “telephone

-...mnemonics”. as trademarksi7.,... .-

2] Sltuatlon in Japan . iz
The Prevention of Unfair Competition Act will be effective when a famous

trademark is used as a domain name. However; it-is.not clear as to.whether.a;domain

..r::: ;name could be considered :as-a trademark under the Trademark Law ... ..

..~ A domain name is a:sign used for contaeting a particular entity, as: a telephone
number is. However, the sign usually constitutes some wordor other: It:is.easy to
-+::imagine ;a: personnel jumping from site. to site;, to-assume the: source -of information

o from the domain name. Accordingly; there are opinion ?th.at;a-domai.n;-name.‘,do: function

390 6% 1 /'candyland.com-¢ase | Hasbro; Ine:'v. Tnternet Entertainment Group), Ltd:
No:C96- 130WD(W:D. Wash:Feb:9;1996)),* 'For associated information; "se'e-"-‘Fanibus
Trademarks” by Jonathan Rosenor (http://www.cyberlaw.com/cylw(0296 html) .-
ex.2 / avon.com:case :-See, “Antidilution Trademark Law Gets First Court Case by

. Inférmation Law: Alert-(http://www.infolawalert.com/stories/020996b. html):. '
16 See “Federal Judge-Issues Landmark Ruling of Cyber Infrmgement” by Crosby,

. Heafey, Roach &. May (hitp:/fwww.chrm. com/anounce/Cyber html)...

by Dan. L. Burk (http://www. urlch edu/~]olt/v 111/burk html)
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i a trademark, especially whenaservice is provided on the site:’# * 7
_ On the other hand, it is also necessary to note that JPNIC now assigns only one
domain name per organization, a part thatdiffers from the practice of InterNIC. A
+dormain namé'is a one and only address that an entity could have: As'long as “brand”
- “idomaing” are ‘ot considered, it seemis  that: the: ordinary designation’ of the
manufacturer or seller of goods, does not amount to the useof:a trademark. =
"In éithel‘ e'V'eIitf HOW“'ev'e'rl "ri'ob‘ody OBiriously viraxits t‘héir tr’eidemark '(es"p “Fanciful

77nor have been any substantial argument heard about “T'rademark / Domam-Name

oiissue in Japan yetis, However, it can easily be imagined that the rapid grow of the

domain name registration would bring about many disputes in the near future.

1 (5Y Necessity for Drastic:Measures: - <7
- There are inany proposals given for-overcoming the situation:' Among thelargest

4 s to ~add: additional informiationin- the* domain ‘niame(ex. Goods “¢lassification,

o territorial division' ete)®: “This revision will enhable ‘more people ‘to have the' domain

Hirpames ‘which they  desire.  However, it can easily be imagined: that an owner of a
5 well-known trademark will not allow the mark 4o be-included-in others:domain name

wo:oin' whatever wiy. Although there ‘area great many ‘problems to'be solved before the
- present situation can be overcome, prompt measures dre desired to be:able touse a -
- domain name under stable right. We look forward to the establishment of a worldwide

rule 20

241(6):'What Companies Should Dot i
For those'who:donst have a domain name *"'-’c'he‘ckf‘?the'*ei-iStiﬁg ‘donvaiti: manmes and
i+ pegister your ‘domain nanie! 1mmed1ately21 It is’ de51rable to kéepia: regular Watch on -

+the:similar domain names:

AR Hssipning organization exists in each area, indépendently assigning ‘doimain

o tipames by simply adding the twotletter country ¢ode: Therefore, it is extremely difficult

18 Qeveral cases havebeen introduced:. (Asahi Shinbun Weekly “AERA’ Aug.5; 1996/p26)- -

12, For an-example of this idea, see:"TheiProblem and Crlterla for. Solutmn m/by

the same §ite/authors as+ (81 : Uit
»(http:/iwww:law georgetown. edu/lc/mtermc/probl html#mtroductlon) iy
For further information: on-proposals: concernmg new: system; see: Trademarks>0n
theInternet’ by David'W. Maher (http //aldea com/cm/maher html : o
Checkmg pre- a551gned domam names’; !
“InterNic (http//iwww: mtermc net/wp/whms html)
JPNIC (http://www.niciad. jp/cgi- bmf’whols Lgatey

2
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to keep control of domarn names on.a Worldw1de basrs However there are worldwrde

famous trademark owDers that have started reglstermg their company names /

. trademarks as domain names, all around the world. Also recently, _t_he_r_e are firms that
provide domain name search / watching services®. ' o
Anternet will. allow b1g chance on business. Itis a matter of serious concern forany -

enterprlse to be unable to use therr own trademark as therr domam name. Concermng

“domainnames;the-discussion have-just-begun:-Itis-recommended-to- keep your eyeon--
the further discussion, and as for now, to register your company name or brand name
asa domain name, at least in InterNIC and;{ PNIC

._ 5. Conclusion

While the Internet has a high degree of freedom in use, it bears varlety of

problems since there aren’t any established rules authorized by official organizatlon '

The domain name 1ssue or the trademark’s territorial i issue may be counted as one of

the problems. Each e_ =er

‘e w_‘ uld have to defend themsel _

taking the necessary measurek:

own limit. Thus, we hope that in order to enable safe use of the trademarks in the
ever-growing world of the Internet, a new worldwide policy be established under the

direction of an international organization, as soon as possible.

22) .It is recommended to make a TM search espemally before regrstermg a S
“som domain” “ie. domains assigried by InterNie ~~ -~ 2ot R

* All URLs in the footnotes are of August, 1936.
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Internet, right of reproduction, right of transmission
through wire, private use, license, work of a program,

offer for sale, public knowledge, shrink-wrap, and

adhesion contract.

(6) Relevant laws: Patent Law and Copyright Law

(7} Summary:

As a regult of the rapid spread of the Internets,
there has recently been a rapid increase of the Internet
population 1n Japan too, 1nc1ud1ng an, 1ncrea51ng number of

people buylng personal computers to use Internet'serv1ces
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“cohsumers: torrgetira iwide variety:rof rthingswhenever::sthey

' property may:be cbtained -undex:

“patentrutilizing the Interhetz s

|
|
|

at home. With an spreadof:ther Internet :at home,; =a. -wide

variety of digitalized goods and works have come to be

offferéd for:sale tlhrough:the Internet. .. .This new business

canibe expéctedy to keep::growing; :since.:it ;enables. the

want,  'while; the ‘ssuppliers: can. obtain :a-dlarge number-.-of
poterntial: ‘customers.: Under these circumstances, ;however,

It iigifeared thatrnonsufficient::

rotection: of intellectual

not:isanticipate:: the . present:. situation®:when.: they:.were
enacted. i Etds: fam-object rofthis -paper to :examine a number
of 7 problems sarising--from:the -use :of : the: Internet. and

provideia Afdirsti step ~for :any - further :argument..-in-.the

matter.s: This- paper will: not -only: deal-with thggmatggr of
copyrighted work on :the: Internet:which ~is.already; undex
active idiscussion, butiwill: also.refer to matters,on:which
discussion has . ijust begun,:such:as a:patent for a software

product: distributed: .:through:- the - Internet:: and .a  .system

(8YContents . a _ S R In Co
: L.oPreface (Outline of -an Internet). -- :-

fru2onTransmission and Receéeiving:of:ar Work. on the

-i.f-:i'T‘Internét

<;3vwDistributionwof;Software?Pngrams;tthughftheifﬁcm%
szeInternet and:thelEnforcement -of -Patent Rights;----

14 -Other! Problems:Céoncerning Intellectual:Property- - .

58 Conelusion
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1. Preface(Outline ‘of an Internet).s: . .

wniiThe rapidi ‘development | offinetworks :is: one: of-:the
characteristic < aspects ofhémodernyaSéciety;mﬁfmhere cares a
variety ot hetworks  ineluding:«a small@netwbrk?formedwby
connécting personal computers: oriiwork: stations! within.a:
siﬁglé”ﬂplaCéﬂﬁdﬁﬁvWirk @ CLAN T%Ly} networks: : formed: = by:

¢onnecting isuch networks {(WAN: *1i)}!.commercial hetwoerks :for

persoenal GOmpuger:ﬁcommun1Catlonsﬂﬁﬁﬁiiﬁh,aﬂand:fnetwork&

formed by  scientific! organizations;: such: as: unlverss.tles.,

Thése networks have basically béen managed -independently -of.

brie anothier ' despité . their -differencer.im. scale;: and~ the

lnterconnectlon of tetworks “has been only in-dimited:.cases::

‘Nowadays’, -however;: there ‘exist ‘a wvery:wide range of

ifitérconnections  of: networks as a resSult.ofithe development
of -tHe iInterneét; as a network: providing connectioni between

‘nétworks. - Theé Intérnet was born.as-a military network -in

the " 'Unitedi:'States iin~ the: 1960's,: 'but.~has' made a -rapid

progress as a result of the application:of:its.technology
to scientific and commercial use.

A wide variety of kinds of information are. circulated

'in large quantities ‘through ~theé- Interhet every day. An

increase’ '6f ‘companies providing" services: for':connection
with an ordinary telephone circuit at a- low: cost has
facilitated: :the ' transmission of -information :not only by
enterprises), “butialso by windividuals. = The.-Internet is
becomning a:gite: for! any::subs tantial" comméercial-distribution
comparable to a commercial transaction for «tdngible - goods
owing to a fapid. improvement in the technique for the
coding of information to maintain the security of an

electronic transaction on the network. For example, it is

.in his personal computer at home an application software
. recorded {or uploaded) in the host computer {(or server) of
a software maker connected to the Internet, and pay for it

with a credit card.
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“oaoWithothe progress in the digitalization:ofinformation
and:: the  formation: iof  borderless » networks; ' however:: - ar
infringement for:ithe right of the owner of information: has

become more-likely.to.occur,- apparently ‘because: there :does

‘not substantially exist any regulation for contirolling the

Internet. TInv this connection,; . measures have:already been
studied in the United States as reported in the:White Paper

( 1v) or 1n the EU as reported 1n the Green Paper (*v), : o

and 1t = obv1ously necessary to study in: Japan too; the

p0551b111tymof;protectlon‘ofrrlghts“underhthe.ex1st1ng laws

concerning intellectual property:s ogys.i.
2. Transmission and Receiving ofi:a Work en the Tnternét =
(LyRelevant:Articles of. the Japanese: Copyright Law’

FruTne e Articler 2 i ofr o the rJapanese o Copyrighti:iiLaw,

"reproduction" is defined as "making a tangible-copy’ by

" printing, photographing,  ¢opying, =~ sound or pilicture.

recordingy - or. i:dny: other “method" .::ili:The: storage:.of
information in the internal rstorage unit of. avcomputer: by
the execution of a program 1s interpreted as not being
reproductioniif it iis sras smomentary!s and s transient:’ one.
Erticle «2;of: the: same ::Law. :also: defines- 'f.'«!...-t‘rari’s'mi:'s's‘i'i"dn'"
through wire" as “transmission' of electric' communication
through wire which:dis -intended::for ‘direct: reception by the
public™. According to:this:definition, the actiof. sending
a:literary., scientifiec, artistic.or musical:work not .to ‘the
public, " but::to-asmall number. of - gpecific :people can be
interpreted as not being "transmission: through.  wire":
Accerding to Article 30 of the same Law, it is allowable to
reproduce:: ia-icomputer - program :"if sitst.reproduction is
intended for  private ‘use, or for use :at home, ‘or :to:.la
likewise limited extent", and according to Article 47 bis)
the: owner ‘of a.work-of a:program is "allowed :to reproduce

or translate the work to the extenticonsidered: necessary
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for-his own use. of. .the work -in an electronic: -computer".

These.provisions . which allow :reproduction: fer:iprivate use,
or-“by: the. owner ‘of @& reproduction 0f a  work of: a program
restrict the. rights of :the: relevant copyright: owner: :
{2)The' -Internet.” and. . Interpretation: of ' the Japanese

Copvright Law:'

We would, Iike’ to:consider :several: spécific’examples of
acts of/ sending  or:receiving & work through :the ‘Internet
and state our interpretation::of ‘-each: act:  under = the

Copyright Law.

(a)Actof’ reading: and ;-digitali zing: a . work;: such.as a
photograph, by a scanner, etc.:
‘We think: that . the. act.amournts' to:reproduction,  and

infringes:.a-copyright if-it is done without the. permission

of its.owner.. ..

~o(b)act:of uploading "a. work in..a bulletin: boardiof :a

personal:.computer communication network: >

. Werrthink- that: the -adt-ramounts :to- reproduction :as &
permanent.storage in..a server, and infringes a copyright 1if
it 'Is done without permission;:and:: .2 " o R A IS FER S SR

-we .also.-think that - the’ storage ~of:the work in.-the
s..erver--:, amounts =to transmission . through: wire; @ since it

enables any of many and unspecified persons to gain access

to the work,: and “that: it  infringes .ja;.::cdpyrightr...if citlods

done without permission. .-

il yrRetrofrgainingaccess torarserver tandhavingraowerke o e,

displayed on:-a screen without “downloading it in “ahard
disk, ‘or :the like: .. : : ‘ ' ol
oo We sthink sthat /it is a.temporary:storage. and ‘does not:

amount: to. reproduction: . .. =0 o Miow ol wosiasnn oo
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ywrequre anyjperm1551on of thémCOpleght ownier -

...(d) Act of runming-a link -(*¥i). to another person!s: paper:

We think that it merely gives @ information::on::the
location of the paper in the network, and dces net amount
to its reproduction.

.{e).Any of . -the above acts done:for private use:

We do-not think:-that. any -such:act.done forthe- prlvate

use . of the work.. 1nfr1nges ‘its copyrlght ;as 1t does not" ST

G&)Consideratipn@-of;'NewugFrameworkaﬁfor,;thef:Internetixand
Copyright . . T _.j,““ _

- Although -the foregoing -interpretation may  be ‘correct
updegqtheuexlstlng¢CprrlghtuLawig1t;hasvbeenup01nted out’
thatguhe;prqvisionspofithe;ezistingJCopyrightTLawmare not
comprehensive. ‘enough . to. cope :with . -any problem .that :may
arise .in . each individual . case ' from:the use of. Internet

services, -and many pegple-are exploring a new framework :for

“the protection wof- copyright:in an. environment  characterized

by Compgterg;netWorks,tguAs:;aggmatterfgof; fact; it..is: not
necessarily c¢lear whether the right of reproduction, or
transmission through. wire. under. . he: Copyright . Law is
applicableﬂto-anﬁact;oflstoringua*programiin;the%magnetic

disk .device: of: a -computer,:.or anact of sending a digital

work :through the, Internet:

—Japan—-uf _ B e = O R R
- The -Japanese Agency for Cultural Affdllb published. a
"Report on the Results of Studies by the Working Group of:
the . Subcommittee on:Multimedia of the Council: on: Copyright":
n.: February, 1995 .as :an attempt - to: - explore :such ‘a:
framework. s This. report -includes some. possible :solutions™
in. connection .with - -the economical: rights 'of .an author, as!
stated. below. . (Note -that these are."possible" solutions,.

and-are not the conclusions of the. Council:.The: report also:
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= formthepurpose rofrdivect “peceptic

says: that: there would:be’ many other sclutions as ‘well as

these possible solutions.):

(a)Right of reproduction:

' The definition of the term "reproduction" should be
amended to clearly ‘includeany ‘tempordry ‘storage din” an
electronic form. (Note:The ‘report pointed out that the above
amendment of definition. of:“reproduction” woiild drastically
- change the current:concept and would ‘substantially form 3
use right”, which is not allowed under the Copyright Law.

Tt-also-pointed out that restrictien of copyright: in ‘érder

to avoid interference with normal use of a work: would-

eventually: water ~down' the: ‘amendment.of the 'Copyright- Law.

The report-:says-that careful consideration is ‘necessary on’

this dissue: Further, 'with respect to the development of se

of:a work without reproducing it continuouslys " the ‘report:
refers: to« the - possibility-" of ilexpanding ' broadcast/:

transmission ® right: and :newly :forming- displaying *right'?

These. solutions:do not need:expansion ‘of the ‘definiticn ‘of

reproduce’ and.may be more appropriate, ‘the report:says:}

 §Kb)Right:dﬁEeradcast'and”transmissidﬁzﬁ“fﬁ

i+ The: definitionof *broadcast” should be changed: " Upper:
concept of ‘“transmission”: which .céver - Both' wireless:

transmission and transmission through' wire “'should - be’

established and transmission for the purpose of

simultaneous reception should be “broadcast” and broddcast

right 'win<Article: 23 ishould be' changed to" “transmission

raghtfy o

oriregardless: of ‘wireless or through wire'andi similtanecus

or rHon-simultaneous: reception, ‘an electric communication-

be defined ias . “transmission” and ﬂbroddéastﬂ*righﬁﬂ”and*

transmission®:through: wire right iniArticle 23 should-be:

changed:-to: Mtransmission. right®; “oo onlosu
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or the definition of “transmission through wire” :should be
chariged sothat it alsoi.covers transmission:ito:the:public

in-the:ssame-facility. o

(c)nght ‘onian’ actrot: “dlsplaylng;f?i?“ Py : ”

- With :respectito the exhibition - right of a,; work of rart

and aphotographﬂwln vArtic¢le« 2B, . the- .conditions . of::%by
or1g1na1 work” zand ! Wbeing ”unpgblishedvitfor;:photograph%ﬁ

i
|
\
i

should De deleted{a,‘ R heno vl irmeadocsl ol msilinoscols or wsh
or apart from the right of “exhibition, the "right of
displaying" or “"screening" should be: given; to: the -author

of, »as a:rule;:ahy and all: work {and.--at least any artistic,

photographic or figurative ‘work): to jenable himito perform

the;visual,prESentationyoffaapicturearepreséntingfthefwork
to l:thesspublic. by stechnicaly: device (including::the
reproductionfhofy;au.reqordedr work: and the:_ -showing::of:a

transmitted-work:on: a screén) .o

crtdyReproductionsfor private susemosr wm T oo

i Thes provisions: forrestricting: copyright «with respect
to the: right/ofifréproduction-for private wuse. should not
apphyﬁtowanyeacﬁ;oﬁ reéproducing =4: reproduced: work::by::a
dilgital: system;: ; : : ' ' i

or.ithe provisions: for: restrlctlng fcopyrightswith respectito

théwright:rof:vreproduction :for: private use should: notiapply
to? any-act ofsreproducing a:work whichﬁhaswprqtéctién for
impermissible;cdpyinqkahdgame3teproducgdw¢wmeiwtechnidai_
device which~-decodes of avoids those:protection;r oz ioinis
ortherprovisions for restricting copyright-with respect:to
the right of:reproduction:for:private juse :should net.rapply
to.any. atct’of-producing a:work ofiprogram and:data base:{or
only-program). = :Hvosisrs oigooriosin s Joponld owridoioneaio

It appears that the solutions as cited above may be
desirable for protecting the rights of a copyright owner in

the Internet age.
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~United States— ool smrmmlmaan

coiwdIn s thes United: States, ther:White: Paper:ipublished -in.

September, 1995 includes an advice to the ‘effectithat:%the
Copyright Act should be so amended as to state clearly that
"the definition of "distribution"iihcludes: transmissiohn, iso
thatlcitivmay: be clear:-that :an =@ct »o6f.  distributing a

reproduction ofia work to the public:by transmission is the

subject ofan exclusive: right." =:This' isrcertainly another

way to strengthen the protection of a copyright:éwner. | .o’

:Necessity of Harmonizations=: s «“orilimss oa® ST

[ PzThes rightssoto rréproduce: a. | digitalized: ‘work =in. a
network aﬁd;ifanSmitwitﬁthrbugh;wire,uahd the srestriction
thereof aregiﬂhowever,;ﬁthe-”mattérs&;Whichxawili.Eseriously.
'affectﬁikbthm:an owﬁeriaofhaaﬁ:dopyrightrﬁandriéﬂ;qserx!of oa
~copyrighted work:: It: is::.a highly> risky :thingto,  :for
example, take an easy step iof=..-"=".éexpa-nd:ing.';.:‘.t-he‘"s*-“* right+of
reproduction which has until now been interpreted based on
the circulation of a tangible swork:: It® willibe : necessary

tormake a.new .law, while mdintaining: a: good: balance:bétween

the protection of«.rights:lof:ra::copyrighti owner -and: the '

"prOmOtionﬂofFuSERQfﬁhisgwérk;:;it'fshalso-mécessary?md
“achieve the harmonization of copyright _laWS@xofﬁ-alliithe
countries: :¢oncerned;y ~since ! the:sInternets :.'enablesthe
circulation ofa digitalized work racross: the borders:.. mWIBQO
has ‘ralready: agreéed: ./ to “make: dimternatienal: rules.:z for
protecting » copyrights. covering "information,: sSounds =and
pictures which ‘are - sent through - the =Ihternet;  br -other
- electronic network; and: it is repeating arguments:insorder
to:iadopt: ‘@' protocel «+atsitherend: of  December; 1996 for

revising the 'Bérn Conventisén and -adding digital:information

~protection.

e
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3+ Distribution ‘of'Software:  Programs ‘throughithe:Internet

and ‘the Enfordement:iof. Patent’ Rights:i oot

A commercial transaction thrbughechehflhtéfhetbiwili
porbably create a variety of problems, since the Internet

wordld:has :no. border. &wiiais Tols 2ail

‘The : following 7is va discussion ‘of problems which may

arlse from the distribution of a.'software: program throlugh

‘business in the countries

the Internet which is covered by a certain software patent

under the current Patent Law:

(1} Facts:

(a) A patentee Al owns a patent "a" covering a software in
country A and a corresgponding patent "a'" in #fanother -
country : o

(b) ]
magnetic

atéent "a" includes a claim (or claims) covering a

recording medium having a software _1

‘Al intends to keep the

o license in the country A;

and;gavgrant,

(dfThe Patrntee Al has a Licensee Cl a license of which

1s! effectlve only in the country C;

(e)The Patentee Al does notiown any.cérresponding patent

in country B;

(f) Network PrQV1ders A2 i3 conduct a network

respectively; and

{g) Each of the;ﬁNetwqu' Providers A2, BZ and (C2 has

servers only in their own country.

Under these circumstances,
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s (arAspersonsBl.livingsin :the i.country ‘B ‘has .started to
sell a software covered:by: the :patents. -"a"  and’ “a'" “by
uploading it on the Internet in the country B through the

Network. Provider. B2;:and:

{b) The Licensee_Cl has also started to»sell: ai:software
qsing?:;he patents- "a" -and::"a’'™ by wuploading&:it;;on the

‘Internet:in the country C.-




(2) Acts of Infringer Bl::~ -

g(a)Act_bijlpof-uploadinggthe;software in country B: i

The act of Bl in country B:.:does. not constituteﬁaﬂyﬂ

existsfin;the;cpuntry;B;u It may, -however, be possible .to
say -that .the act of Bl:-amounts  to-an:“offer.for sale? in:

countries A-and.C, -insofar;-as Bl is:aware that -the users: of

“tHe networks in those countries see the Uploaded software.

The Patentee A will,. however, have.substantial difficulties
underathewexistingzlawsitoﬁrelyaupongthe'patentsiinLcduntrys
A.or Cfor ‘having Bl:stop its act.in:country B unless: B-has:
no - place. -of __»,bus;_inéss «in:seountry A or: C;: insofar . as- Bl

uploads  the- software only to-the-server-in.country Bu i 1o

(b) Act.:by 'a user of havingntheﬁsoftware:displayed-onnthe;
screen of his personal computer:

The act by a user of seeing . it -does not constitute any

~infringementii oo e

so(clAct by Blyof;selling;aﬁsoftware;to;peopleqliving¢in-
countxry: A or: C .through:the:Internet: - ro
*ng,-wIt_is;aqcontroversiaLmquestion-whetheruthe~actwoﬂ
selling the software ofiBl.should.be: considered as: having
been- .conduckted: in- .country B, ori insfcountry A or =C. . Bl
would: say: that. the sale:of::ithe software has beéen conducted
in ..country..-B, - and- that wits  useri~has rimportedyﬁit?winto:
country A or.C, while:.the ;patentee ‘Al ~would say: that: the’
actuQﬁmsalexhas:beenfﬁﬁnductedrinmcountryvAtorFC:“tﬂgfchr
This is a difficult guestion. It may be correct to
conclude that the act of sale has beenfconducted?inecountry.
B. if: the.-user has:'gained:access ‘directly  torithe 'server in
qqun;;y3334ilt;isﬁ.theVEEﬁupossiblewthat-theﬁsoﬁtwarefmayf
have sbeen transferred from:the:.server: in; country: B: tol-the:
server -in:icountry. A ror Ci.iand: stored.in the latter::. -:Ir

spchgagcasewmit may:-be -correct. to conclude:that the actuof:
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sale has been conducted in country A -or C. If it ‘is
concluded that the act of sale has been conducted in
country Adr.C, it may be correct:to:-consider-‘that the ‘act

of:sBl:infringes the relevarnt patent.

“ .. :.In the event: that the act of selling the software has

been- conducted in country B, it will. be' possible for’:the
patentee: torassert -his right against ‘the usér ih country A
"der;finsofaruasﬂthexuSerﬁhasrcondudted'anﬂaCtﬁoffimp0ﬁting
the “software.: As' a ‘matter ~of fact, ‘however, “it will ‘be
difficult ifor the:patentee to assert -his. right on :any isuch
occasion,: since it would be difficultfor him to :ddentify
persons.:-who ~‘have = purchased :the ' Software ~'through the. .
Internet.. =i In’ the reVEnt“nthat‘fa?iusérhfPUfChasesﬁﬁthé
‘software for private use and'uses it for private purposes;,
his act cannot be considered as infringing the patent in a
country having a:legalisystem'similar to that of -Japan. -

{d):act of :Network Providers: -
The software uploaded by B is stored in the server of

the Network Provider. If the server 1s located in the
country iwhereany. patent'  exists,” therefore,” it will be
‘possible to assert its: patent S right. €o T the " Network
Provider. ' 'In ‘theinstant ‘case, : if the ‘software. is stored
in: ‘the server of the Network Provider A2 :or C2, ‘it will be
possible to taccuse the  Network Provider A2 or G2 asiian
infringer. It may ‘also ‘be possible :for theé paténtee ‘td
accuse. the: Network Provider:' A2 or .C2 'in"'the dountry ' where
his patént exists, ‘on-the ground ‘that-the’ Network Provider

is offeringifor;SalenthefsoftWarehinfringing~the”pateﬁt;

(3)::Act. of Licenseg Cl:+:

" - (‘,'Ilhe,,‘wacktw i by, e C"l;h @fq§s el]:j:ng N ,the~,‘se,fﬂtwa‘re e _j;n »Coun,tr,y:)_ A& e i e

through:-tHe - Internet ican:be considered as  giving- rise:to
problems similar: to those resulting' from ‘the &det ‘of Bl 'as
discussed above, since Cl ‘has:the license:granted only for

dOuntrysCLﬁ?IﬁLCOUntryfA-is;JapanyihOWéverylthereﬁis:evéry




tikelihood ‘inwview of':the-court 'decision. ;in -the ~BBS:~Case
(*+ii)  that ‘the act  of:Cl: may.be considered as a pardllel:
import of genuinei:goods, :and-as-not. infringing the.:patent
in country A ‘ItSWill,:thusifbe,verysdiffiCultfto;maintain'

~gwlicensing strategyson:aicountry: to: country-basis as: Long- s

as a software patent: is: concerned: . :mi

4;m0therfProblemSHGoncerningﬁinteiiectualmPropérty@a“**“*‘w

(1) Pétent infringement on the Internet:- ‘
The progress of network technology:: has :made. ‘it
possibleé to use the.Internet. .like a.LAN:and start a-variety
of ‘new businesses: . This:.'is.-a situation ‘which: was’ never
anticipated wﬁeﬂ;the existing ‘laws were made, . and which
will no doubt give risetd various:problems iin the future:-:
woooWe wouldiclike tor consider bysway of exampléatheﬁpaEEnt{
of Citibank: relating:té eléctronicimoney -(*viii) which was
- widely: reported . in: ﬁeWSPapers% in:: the: beginningof:<this
Ve i LR rate i aarhi D St o SDE T e g e
zmdeThis-patent.relateS?tOﬁﬁahzeieCtroniéﬂmonetanymsySEem
for;implementingielectrOnicEmoneympayment:as;anxalternative
mediumof economic exchange to:-cash, : checks; credit::and
debiticards, and : electroni¢c funds transfer" -according to .
the "Background of “the:Invention-inrthe:patent publication;
The invention as (defined by claim: 1: is .characterized. by
_ keeping:a;record of transfer of electronic money ‘through a -
proceSSfoﬁ*itsxcirculationwﬁrom«onecplaceﬁtOHathher\éften
its: igsuance . by a::bank,’ so :that: it mEY“bEQEpésibLeuto'
trace  the:route of its: circulation.:: Thei invention makes it
possiblemtouhaVeﬁthe issuingﬂbanklguaranteewtheﬁmonetary
value'iof the .electronic :money; . and::detect.any forgeryzor
wrongful act-in the:process ofiits:icirculation. ..: ‘ :
As this :patent:claims:.the lcirculation . of: electronic
money through: a network,. ‘however;. there is.every likelihood
of i'the secattering: in a! plurality: of countries.of:. the

essential (elements: 'of: the-invention,:i:e.,;: an "issuing:bank
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having "an on-line i accounting  system";  a.-"money :generator
module": for ‘generating: electronic money, a "teller module”
for ireceiving rand s~ disbursing celectronic: money, - and a

"transaction :module': for: performing on-line transactions.

~ If such is  the casey it is not.within: a single:.country that

the invention is practiced,sbut no infringement: can . occur..
Thus, we can see a limitation arising from the territorial
principle-on:which: the grant: of any:patent in -each. country

is based.

- (2) Useas prior arti.. SO |
s iThe - next: gquestion: ig whether or . not . a- document
published: through the:Internet can:be considered as ‘prior:

art,. ive.,.rau:prior knowledge ‘or use, “ox ?a«wpfintéd
publication. = A:document: published: through the: Intermnet
without shaving any particular-limitation imposed on :access
to - itican be considered - as:public knowledgé;: since it Is
understood.: that+ public . knowledge  : requirement : merely -
requires that the information in gquestion be public
availableﬁsBut@what:aboutﬁelectrOnicallyfstored;ddchments'
on’ the:dInternet at  some point:in:time;:but--are:then: latex

”faeleteaRVrEvenﬁsuCh'a‘dbcument will, however; be: considered
. as public:knowledge: if:i:1t: is:ﬁpossible;rtgz;prove?jthe
existence ‘of theudocumentﬁonﬁtheninternet.atfsome:pointwin
timéﬂ%thoughmitimay'be'difficultatbadbtsb);u-

TreAse theInternet: - ednnectsszicomputers - throughout ::the
world, - another.‘question-is-whethér  or not: -any and -all.
'documéntsnpublished'through:the'Internet:can’be“considered
as publiciknowledge:  ™in this .country”. . For:example;:.no

matter.who: may: access: the:-documents in: a-home:pagé.!in.a

—guestion to-dec¢ide #vwhetheri ors noty««thes~documents -will:wbea--

considered actually: as:publiciknowledge iin Japan.:
sooiiSe11l ~another: questionsiscwhether jor mnotelectronic
“documents.:onsthe Interneét - can; be considered:sas printed

‘publications: o+xIn . Japan;c ther term printed: piblications”
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are understood as meaning documents, drawings or:liké media?
reproduced for the transmission of information, for the
purpose - of opén: to the publiciby distributien:. Any>document
on’ the Iatérnet: isusuallyaccessible withinﬂthemdayxmf&itsi-

uploading - ‘and®.can, “of course; be -printed. «There:is;:

however, “Tittlé discussionabout this matter--as iet;,:but it

will be hecegsary ‘to watch itsidevelopment incthe futlrew

(3) Licehse agreement on' the Internet:

e present some-softwares ‘aredistributed <through: the:

Internet

“*ﬁReferrlng,-ﬁférﬁ eéxample, | to a:rcertdin software; &

p&Yson’ who “wanty to download: it first displaying. a license:
agreement, and must c¢lick on an “acceptance® iconm: i -tor
download the software. Another software also display a
.license agreement before downloading. 2and this agreement'
contains a provision that an act of downloading the

software “shall bez

egarded as a consent::to .the’ agreement.’

‘Aoesrdihg® 6§81 another tease i vd license agreement:need

not be displayed for downloadlngwaKéﬁftWaféywbutuisxtorbef
displayed before downloading the software, but is to be
dlsplayed ‘Before the ‘dowhloaded software:is installed, .and

it g impégsiple v “installw s without “idisplayding =-the:

agreement and cllcklng an ‘“acceptance” icon.
Whlle these cases and partlcularly the former two are

Ti¢énse s  ‘agreehients . “on" i “the + .Internet:» They = do : not

éﬂbétdﬁtiailywdlﬁfer»1nwfbrmffr0m?a&shrink-wfapiagreeménﬁ

¥

as -employved:twidely férfaﬁﬁackagedﬂéoftwaLEmmand;maﬁmbe.
congidered iag®a kind -6f-adhesion contractii-As ~there are;
howavesia lot of - diseussion for and=agalnst a’shrinkswrap
agreement, it will be necessary to have:za lot of diScussion

about a license agreement on the Internet to reach a proper

conclusion




S i@enclusion: oy ies b

e

jgmﬂﬁs&?disCussea:;abQEe;J'th s exlsting . laws concernlngi
intellecgdalﬂrproperty::aﬁd}:dlffereng;:ﬁrpmp;oneggqguqtrygstgq
- another«are incapable -of solving not ~a:-few: problems. of .
intellectual property: that may.arise. .in -connection with a:

borderless :icomputer::network;: > such. .as . .the- . Internet..

Accordingly, it is necessary to consider measures based on
- new concepts, including: the:making: of new. laws,. in .order to

ensure: the efficient -protection -and. use-.of 1nformatlon and

the sound development of networks. More specifically,.we:

do heope:that WIPO, :.etc. will make .a proper . international

convention,:while:.éach indiwidual ;. .country-. makes. proper-

national laws.: o ioamm?

e g e D A
; RO I . i

*inriehocals Area -Network..: A network.formed by. connecting.

computerss:inga .single building,..or..site ;with .a, private

eircuits for.communicdtdons. ..« il Dowecis ol Doy Doom bt i don

*ii: Wide:.Area Network. -A network.formed by, connecting. a,

plurality of: LAN'n. . located.-in: distant. places . from: one

another.

*iii: A network whichrenables:services,  such .as. electronic
mailyabulletinwboardaandxconfenence;5t@ﬁbeyavei;eblexbyga
personal fcemputer.at:home,; :0r the like on.an on-line. basis
throﬂghx&VcirCuit*er?CDmmﬁniQaﬁionS-?QEQIfexamPl%ﬁnNIEﬁgi
Serve:and  PC-VAN .in.Japan, -or AmericaOnline and CompuServe

initherUnited States.. . o viesoaoos w0 bw

.,'...,,,.N_,“_,,_v. . ey ,_' , e .,,; T e e e

*iv: Final Report "Intellectual Property and the. Natlonal
Information Infrastructure" of September, 1895.

*v: Intermediate Report “GREEN PAPER - Copyright and
Related Rights in the Information Society" of July, 1995.
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A

*vi:

(network name, password, ~“ess to a B's (another

person's) paper_' his that a thlrd person C

-who wants to read the“B ‘§Tpaper: may be‘able to ‘'gain access

to the server B and read the paper by clicking the address.
for access in the A's home page in the server A with a

mouse.

|
A
|

*yvii: Tokyo High Court decision of March 23
No. (ne) 3272 of 1994.

*viii: Japanese Patent Publigation No. Hei 7- 111723
(dated November;29

entitled "Electronic Currency System®

11995) .
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D Harry L Deffeba(:h III SO G
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- .-:Agreements-for-the transfer. of 'ﬁghts in software vary widely. Such-agreements range: from_‘_
simple licenses:to use:a. piece of software ona single'computer:for a:defined purpose and number.
of years to a complex agreement to jomtly create, market and sell a new to the world piece:of

: -software

SR For purposes of clanfymg issues in- thls paper;, software agreements have been broadly |
brokeninto-two categories:: It is easy to define these two categories. if one imagines:the role of an
attorney at a large software development and marketing corporation,: heréinafter*.called

_ ofithe Publisher and Developer. -

' code orto obtam or utilize the source’ code for the purchased software

|
"
.

“"“Publisher.” From this perspective two general typeés of agreéments aré comnion. First, there are

agreements for- the sale: of finished::software t0 .end: users.- " This type.of -agreement-is very
common among:: mass-marketed application 'programs. .-'Such agreements are.typically rnot
cistomized :and often take the form. of shrink-wrap licenses. . These agreements usually. heavily. -
favor the: Heensor;-but-are sometimes:rejected by U.S. courts for various reasons:that will: be
dlscussed Lrttle 1f any, aiteranon of the: software is: contemplated by the purchaser B

The second broad category of software agreements are. software development agreements
Software development agreements are agreements transferring:rights in software wherein the
Publisher and Developer agree to create, modify or alter software. In other words, the Developer

‘is expected .tobé. more :than:just: an -end: user :who: runsthe software. : Software. development

agreements are very complex and must be 1ntense1y customlzed to: su1t the often competmg needs

II. Sale of Finished Software

The sale of finished software to end users represents the most comamon form of licensed
software and represents:the vast majority .of software sales in-the 1J.S:::Broadly: stated; thé most
common ‘and significant aspect:of this type .of sale is that:the user’s license:is restricted. to using’
and-executing' the: object:code ‘only.: In-other words, the user is.not: entrtled to modrfy the object

s A License-Terrns:‘..t Dol

i 'I'he typlcal lrcense granted to an end—user of mass marketed software is-narrow:in scope--=
the end user only receives the right to use the software with no rights or obligations regarding
modifying, transferring.or enhancing the-software. .As a practical matter without the source code.
it is'difficult for a user-toalter-the: program or make-derivative versions of the program - The'
Publisher is solely’ responsmle forhandhng any bugs i in‘the: prograim and for issuing’ updates_._:, A

common lrcense 10 end users Isn in—exclusrve non—transferable and w111 usually allow the ns 1
“install and execute the program on computer(s) owned or leased by the. purchaser 2

172

' However; when the software is prlmarlly data such asa telephone d1rectory, access: to the object code neccssarlly
provrdes accessito the: most vaIuable part of the software--the data s e THIER

Such a licénse might.be:: : : T s Pries
“Licensor ;grants to'the: llcensee the rlght to mstall use: and execute the Software onone computer (1 e., w1th one
CPU) that licensee owns or leases [at the designdted location). -Licensee may not network the Software or otherw1se
use it on more than one compiiter or computer termingl:at the same:time.. Licénsee may not rent or:lease;the.

~~ 203~



license might further allow the making of a back-up copy of the program:(pér:U.S. Copyright
Law). The license may enable the user to transfer the program from one computer to another,
provided- that the program: is never. simultaneously ‘used ‘in-more: than-one:computer, or
alternatively,:the purchaser:. rnay obtam a: hcense to use unhmrted coples of the program at a
designated:location? : - .« i i el o : : : i

Typically, the Publisher retains all title to the software and the end user receives only the
above-described license.for limited use. The Publisher will commonly ‘indemnify the end user for
~any: allegations-of 1nfr1ngement and for. fallure of the soﬁware to. perform as =spec1ﬁed up:to: the5
pnceofthesoftware TG LRI o T A

The above structure works for end users 1nterested only in® executrng the software for 1its:
mtended..purpose. However, 'when the end: user: is; for.example, a:large corporation buying:a:
fairly unique piece:of software, such:as a'Computer ‘Aided: Design:system, the corporation:will:
typically:desire to have some ability.to. modify the:programto.tailor it:to: certain. unique needs:
The corporation: may-also: need to-obtain training: from!the :Publisher so: that it inderstands:
exactly what is being purchased. Unlike mass-marketed software that has commonly accepted

- minimum standards of performance, compatlblhty, and. ﬁmctronahty, Iarge user: specrﬁc p1eces of
software are more hkely o be non—standard SRR P foa :

When the software 1is non=s tandard falrly umque may: requn'e user modlﬁeatlons and 1s£'
very..expenswe,:.lt s time :to: consider the:detailed-license terms: discussed.at Section: III:of this:
paper titled Software Development Agreements. Such agreements; raise:concerns:simply:nét:
addressable in a standard license discussion.

B. Shrlnk Wrap Agreements

e T r e bt D i ‘% myomi el

faerits Perhaps ‘more than any specnﬁc llcense terms in an’ end user agreement the: most 51gn1ﬁcant:
issue facing mass marketers'of software:is enforceability of such agreements in the:courts. . More:
specifically; will a court uphold:-the terms. of a contract included with the software: in the form-of.
either a shrink wrap agreement or'an agreement- downloaded with the' software :over theInternet?-
In Step Saver Data System. Inc. v. Wyse Technology,’ software was purchased over the
telephone, a purchase order was then sent and another essentially identical purchase ordér was
returned to the purchaser. Subsequent to the above, the software was sent to the purchaser in a
box-and the license-agreement at issue :was on:the box.cover.. .The court-found the-shrink-wrap

Software, but may:transfer the Software and accompanying written materials‘on a permanent basis. provided that:: i
licensee retams no coples and the remplent‘agrees to the terms of this Agreement. ; Licensee may not reverse

_ Soﬂware or any copy in whole or'in part except as expressly prov1ded in this lxcense All rlghts not expresst
granted are Teserved by the Licensor.” '
' Computer Software Agreements, S10-8; Ridley, C. H.; thtrneyer P.C.; and Matuszeskl L (1993)

A site license 'should contemplate-a-license to:use the Software-on:computers-at -+ -[sites:defined geographrcally i
and by computer system]. The license may also contemplate:that the user: caninot use:the programh on more. : LS
" computers (CPUs) than the number of licensed copies of the Software delivered to user. See Legal Care for Your T
~ Software, Remer, D.; Dunaway, R:-(1995). - The Publisher may. want to reserve the rlght to: audlt the end user S use,? h
of the Software to make sure the terms; of the site license are not violated. ! ' EREREETE (D
* 939 F.2d 91.(3d-Cir. 199.1) {the user had to press a key:signifying: acceptance of the hcense)
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license unenforceable asa'matter of law because acceptance’of the:goods was not:conditioried on
acceptance ‘of the'license. ‘Rather;ithe contract was formed when the order was: accepted and. was:
never mod1f1ed to! 1nc1ude the hcense s ilie hor G0 ebmornon el s

e "On“ei? : re’cent‘-‘- iSéventh : .?",Circuit. : fcaé‘e g fof.mdf .that a,-shrink-wrap:-agreement . inside . a -box;
-gontaining:the . software»is valid-and :enforceable’ because; before:the - user: could: utilize- the.
software; ‘the:license. was: shown' to:the; user ‘and the: program would: not-let the user proceed:
without indicating acceptance: of :thelicense: terms.’: ~Thuss thei-final- contract -between, the.
Publisher and seller was acknowledged by the user’s actton

Regardless of whether sottware is dtstnbuted over the 1nt rnet ot over tne counter “the
Publisher: should. designithe-software to:display-the:license on-the user’s screen-upon. first use.
The software shotild: thereafier bé usable:only: if the user-accepts.the:license; such.as by chckmg
on @ yes” ‘button, -, The Publisher must: offer:to:take back the software and. refund: the-nsers!
money if the terms of the license:are.unaccéptable. If the!sale.is.overthe.counter; in addition to
the above, the Publisher should put the terms of the license-agreement on:any:purchase: orders:
and on the outside of the box containing the software, '

II: Software Development 'Agreements:

wo Software developinent a‘greefnents come in many forms. :Theseragreements-may.: take: the:
shape of small projects'to modify an-existing program: for- internal use in :acorporation ‘or- they:
may be large projects to develop “new to the world” finished software fot:a-Publisher. to. market;

~and sell, such as a multimedia game. In either case, the principal desires of the parties are the

same. Specifically; the Publisher: buys: the creéated software or:software servicés and wants to
make sure that a complete operational piece:of software is-delivered’ on. time:by: the: Developer.
The Developer wants to ensure.that the parameters-of its. obligations:are: well: defined and that,
once the software is' delivered; the Publisher-adequately: markets: and sells the product. All the
expected obligations:and results 6f both the Developer: and the: Publisher need to be put down in.
an agreement SO that each pa:rty knows what the contract Covers. iy el o i

Thus, whene draftlng a software development agreement ‘a task of prt w lmportance is
defining ‘that whichis being licensed, often called: defining the:*“d¢liverable .goods.” | The most
common manner for describing software is by the use of exhibits: that-list-what the ‘Developer
will provide. The exhibits may include actual object code or definitions thereof, list files,
functionally: describe: what. the software :will: do5 list- all- associated : documentation that will,be
provided swith ‘the software; -and.completely ,descrzbe.,the.Developer.s_, support,\_lelgatlons_,fo,r
debugging; modifications and: future: enhancements.. | ‘Only; by:-ebjectively::defining; the. parties!
expectations for what product and services will be provided when, and: at what:cost, can both
parties ensure that fundamental misunderstandings do not oceur.”

ProCD Inc: v.. Zeidenberg; 39 L1.S. P Q 2d 1161 (7th Cu’ 1996) o ; ok
®. If a complete manual exists; the program:can be: descrlbed as fperforming’ all the functtons and havmg all the
features detailed in the manual.” P el
" One should specify when and:where.the software will be delivered; and'a, boniis for earIy dehvery ora penalty for
late delivery may be appropriate. VR e LD et ;
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i‘Z:"li_l*"o'ri:‘ example, the parties:should agree. in ‘writing that the delivered. software -will . have:
minimal operational -characteristics- that rmay ‘be defined. - ‘The -agreement.may’ state that.the.
software is compatible with, and will operate with certain-types: of: machines (i.e;; IBM.
compatible or Macintosh), and other software (i.e., which operating systems, spreadsheets, etc.).
Specific functions that:must be performed:and any obligations fo-perform: training should also be
called out in-detail.- Further; the-conditions for ‘accepting ‘or:réjecting: deliverables;iand:time:- to.
correctrejected deliverables, should be:definéd. Itis-only.after the-parties completely: understand,
arid define'what isto-be ‘developed: that a sohd software l1cense agreement can be drafted ot

A Ownershlp -- Ass1gnrnent Jo1nt Ownersh1p or chense

Some Pubhshers used to-assume:- that 1f a Work is commrssroned then all copyrlghts in the;
work belong ‘to the Publisher under the work for hire doctrme However; case law indicates: that”
suchitriist in' the work for hire doctrine is m‘.lsplaced :Not:-only:does the work: for hire doctrine:
leave the question of copyright ownershrp unsettled “it: also does not resolve issues such:as; tradef ‘
secret or-patent rights in the software:: - KR s coimiodn pwlai m e

Therefore, a Publisher desiring ownership of the software needs to explicitly obtain
- ownership of the sofiware from the Developer in the agreement: :This.assignment:can-replace:a
license grant (Section IIIB below) or be in addition to a licensé grant. For example, the Publisher
may-want ‘the *original'work :assigned by ‘'the Developer::andmay want: a:license:to ‘software
indirectly developed ias'a result: of the: cornmrssron but outs1de the ass1gnment terms A sample.
assrgnment/work—for-hrre clause follows srint on T oo st s e

The Software has been specrally ordered comrnlssroned and pa;d for by -
“Publisher:: ‘Developer: agrees that-the:Software is:ai“work made for hire”: for-- -
: copyright~purposes; 'with=:all: ‘copyrightsr-in=the~-Software ~owned- by: the -
Publisher. To the extent that the Software does:not qualify as a-work.-made for.-:: ..
~ “hire under applicablé law; and to the exténtthat thé Software includes material-;
subject to copyright, ‘patent, “trade: secret; ~or--other  proprietary’: right: or:-
protection, Developer hereby assigns to Publisher all right title and interest in
wiiand to the Software,sincluding;: but not:limited-to; all: rights ‘in:iand to any:
© - inventions and designs:embodied:in the Software or developed in. the course of:
i-‘iﬂ:Developer screatlon ofthe Software Gt i O T ST

The iDeVelop"er- ‘-Wlll-s'typlcalljm.want a =grant f-.backte lidense..: to ‘the software so-that: enhancements,
modifications; or:derivatives can be produced,.and to-ensure that- modules from the program can
be re~used in'non-competitive programs: .Given the proper non:competition: elause the Pubhsher
wﬂl probably not obJ ect to such a grant back :

¥ Community for Creative Non-Violence et al. v, Reid, 490 U.S. 730 (S. Ct. l989).---A-bsentawrittenagreementv
acknowledging ownership in the Publisher, the courts look to-whether thé. Developeris actingmore as an.: o)
~independent:.contractor or-an-employee:(i.e; supervision, taxes removed: from wages ‘ete:) to: determme owne
the work.

% Van'Arsdale;: ‘Cory H:; Microsoft Corpi,“Software Development Issues”, Presentation to AlPLA Llcensm
Committee, 25 January 1996. S v
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1 1f the: Publisher’ does mnot receive: full- ownershlp via an- aSSIgnment jomt ownershlp 1s
poss1ble A ]omt ownershrp clause 1s as follows ' e R O R I

. Publisher- and Developer each shall have an und1v1ded Jomt ownershlp interest:in-:
* (i) the Softwate; and (i) ‘any derivative: technology of the Software-created by -
w1 either- party - during - the ‘termof development and 'maintenance under.: this:=: ')
Agreement. Neither party shall be obligated to pay the other royalties or:other”
consideration, nor account to the other for any royalties or other consideration it
‘i may recéive; for any: licenses, assignment, distribution' or other disposition of the .
~ Software, or any derivative technology thereof. - Any ‘derivative: technology made: .
" after completion of development and maintenance under this Agreement shall be
owned exclus1ve1y by the creator of such der1vat1ve technology ERRICRE S5

With _;omt ownershrp, the Pubhsher should obtarn the=.sOt1rce.:- ‘code-.. \to-.: ensure'.that it can
practically utilize’and modify the software. Depending on ‘who ultimately-ends up-as:the owner,
or if joint ownership is decided upon, a “tie-breaker clause” on-rights not specifically allocated
would be all rrghts not spec1f1cally granted herem are reserved by the (Developer or Pubhsher) _

_B chense Grant for Development -

CIf the Developer is toitetain ownershlp of the software then a 11cense to’ the Pubhsher i
requlred The Developer and Publrsher w111 typ1cally want the hcense to: be worldw1de Tlus

Developer does_not want the product sold in certain markets. o

Presented below are several licenses of differ'ent scope First a Iicense from a powerful

and sell the software may be

Developer hereby grants to Pubhsher a non—exclusrve perpetual 1rrevocable
royalty-free, fully paid up, worldwide right and license to: (1) use, copy, edit,
- format; modify, translate and- create ‘derivative technology"" of the source and =
‘object “code versions “of “the -Software; “(ii): reproduce, license, . rent, ledase ~or:: iz
otherwise distribute, and have reproduced, Ticensed, rented; leased or-otherwise
*.distributed, -to: and by:third parties,- soutce and/or -object ‘code ‘versions: of ‘the -~ :
“Software, and any derivative technology ‘thereof; and: (iii) grant the rights set forth .o 100
in this Section in the Software to th1rd partres mcludmg the r1ght to hcense such
“"'-“f'rights to further thrrd partres ‘ : SRR A A A M R

10 I d
! Derivative technology may be broadly defined to include any intellectual property rights-created during -
development of the software. Derivative technology should include all such-rights in‘any:version of the orlgmally
defined software; including but not limited to a derivative version of copyrightable miaterial such as atranslation;.
including a translation:into-othier computer languages; portation, corréction, upgrade modlficatron comprlaho
abridgment-or other form: in: which the software:is adapted ‘or-transformed; - SRS
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Such. a license is often perceived as over-reaching because the Publisher has such broad rights to
the source and object code. However, if the Developer:is compensated for any. modified. or
enhanced version of the software that is created and sold by the Publisher, or third parties
licensed. by. the Publisher, such fears. should: be abated. For-a-broad license. like the above, the
Developer may desire:to have a clarification of title:clause. The clarification. of title clause states
that except as expressly hcensed to the Pubhsher the Developer retains; all rlght title and interest

Alternatrvely, the Developer may have frmshed software that the Pubhsher does not need to
or can not: modlfy or.enhance. In thrs case, an altematrve narrower: 11cense would be:..

The Developer hereby grants to Publrsher for the duratlon of the agreement a,
world-wide, exclusive'” license to'market, distribute, reproduce, import, export,
. -rent, lease; offer-to-sell-and: sell copies of the Software,-and .to. sub-license.- ;"
- .:iothers: to: market, offer-to sell, -and sell copres of the.. Software tor useion all;-_' Gae
: ex1st1ng or. yet to be developed computers S e el e

The above hcenses captures the 11m1ted scope of rlghts to be transferred to the Pubhsher not
interested in modifying the software. Especially when using a license such.as.the above, the
parties need to make sure the specification describing the finished software is detailed and
complete.: Otherwise,.the' Publisher could be in:the position of having paid for software that does
not “work -and which the Publisher does not have the, right:te. modify, or-the Developer may be
asked to. perform uncompensated; work that. may be, outsrde the scope of the orrgmal agreement o

C. Term-- Perpetual or Revocable

Typically, upon such termination of the Agreement all rlghts in the software revert to the
Developer O S R N ISR R T

Th'e : Develop_er and-Publisher may have the: agreement: terminate .automatically: if certain
sales goals -are not.met. - This protects-the: Developer, in:case:he: perceives that the Publisher is
inadequately: marketing -the software to. reach obtainable: sales' goals...: Similarly,- the:;Publisher
may want to terminate. its obligations to.promote the sale:of software that is a poor product. Of
-course, the Publisher will want to reserve the rrght upon ternnnat1on to. deplete its 1nventory

Certam large Pubhshers may not agree to any obhgatlon to. market or: sell the software
Such a refusal certainly means that the Developer needs to retain the right to terminate if certain

i gl g et i

"“sales goals are not met, grant only a short-term’ license 6t ‘reeds to ‘make the license rion=""""""| ‘

exclusive.

See Sectron E: below regardmg excluswlty ek Tl :

* If the. Soﬂware contains multimedia aspects then the above ianguage may be generallzed to the rlght to drstrlbute
work for use on “any device now known or later-developed.”- An example where this modifieation:to the license :-
might be especially desirable is when software is run from :a mainframe and transmitted to:the user’s television. :-. ;';-.
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The term of software development agreements can- be set at. a; date certam whrch can: vary R
dependmg upon the relationship between the parties and the useful life of the. products.




D Debuggmg, Modrﬁcatlons and Further Enhancements

: Commonly, the )eveloper wrll ﬁx bugs at no - cost to the Pubhsher but updates,
modifications, derivatives and fuither developments are-paid for: by,_the_ Pubhsher Typlcally, if
an uncorrected error-is: deemed to substantively :effect the:-marketability of ‘the:software;. the

“agreement may:bé terminated by the Publisher. . Thus; it is.very important to. satisfactorily define-—— -~

what is: the deliverable. software and what is “derivative ‘technology;” so. later: disputes: over
payment obhgattons for debuggmg dehverables versus creatmg enhancements are eliminated.

Turmng TIOW: to enhancements, the agreement mrght also call for the Developer to supply

the existing code plus new development or, alternatively, a- license 1o, the Publisher. to.make
changes.. Incentives for the. Developer to supply the enhancements can be prov1ded 1in at least
two ways. - The Developer can be paid a set rate per hour.for Work performed in providing the
enhancements. In this case, the agreement needs to expl1c1t1y callt_out_the extent of Developers
efforts in developing the code, compensation paid the Developer for the new code; and recourse -
for the Publisher if the Developer fails to create the new code. However, this may raise concerns
about-the Developers availability :and- ability. to. produce the.enhancements-at-some unforeseen
date in the future. :A better choice is to allow: the Developer to make enhanecements: at no charge |
to: the: 'Publishe'r and: to obligate: the Publisher to-include the changes.in new versions:of the
program +"The-Developer:will: presumably beneﬁt from: 1ncreased royaltles on -sales. of the
program due to the enhancements T S b o : T

If the Pubhsher is to create enhancements then the questron becomes for what purposes can
the ex1st1ng code be'modified. If the Publisher is covering the expense of making modifications,
it is common that the: enhancements may be made for any reason ‘‘consistent with improving the -
marketability or salability of the program.” Alternatively, the Developer may be given first
chance to:modify the.program:(for no-charge), and upon failure to: make-the enhancements the
Publisher:can make the changes and charge a certain rate per hour agamst future roya1t1es owed
the Developer based on sales of the enhanced: program ere i . ;

For new code development the Publisher elther needs a hcense to make changes or an
obligation from the Developer for future development. - Unless the ‘Publisher is.very confident
that the software is operationally perfect, will require no enhancements or that the Developer will .
make all needed modifications, the Publisher:may want a narrow right-to make derivative works. -
Such a right may be limited to certain purposes, such as debugging the software. ‘A license to:the

Publisher:for creating “derivative works™ may. grant.“an exclusive, personal, non-transferable,
" non-assignable license to-use, modify and develop derivative works for the purposes.in Exhibit
__, and to reproduce, license, sublicense, distribute, sell and offer to sell object code version of
any derlvatlve works created by the Publlsher pursuant to: ﬂ’llS Section.” :

" gf Developer has reason to know errors exist, or if Publisher notifies Déveloper of errors; Developer shall use
best efforts to correct the errors, or inform Publisher that errors can not be corrected, within (amount of
tlme)

® Such a clause might read: “the- ‘Developer may provide any program enhancements that improve the marketablhty
or:salability of the program. -If the enhancements significantly improve: the: marketablhty or salability of the .
program; Publisher shall include-them in new wersions of the Program within . - - time:” Marketability and S
salability of the program may. be left generically défined or may be deﬁned 1in terms of nnproved ‘program ..
performance; hew uses, or.other more specific ways. Pl : -
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No matter the scope of the license, the license given by the Developer should transfer rights
in patents and trade secrets used in future enhancements of the software to the Publisher. Both
parties are well advised to'agree whether the license: covers material or technology :created as
enhancements, improvements-or derivatives of the original software, and includes copyrighted:
material; patented or patentable material, and material:that is protected as. a trade: secret: or is
~ derived from trade secrets. ' Otherwise; if the relationship between the parties becomes troubled
or'is severed then ownershrp of 1ntellectua1 property may be conﬁ131ng and add to the 1nstab1hty

Answers to many of the above questrons about who is reSponSIble for bugs modlﬁcauons
and future enhancements will generally resolve the question of whether the Publisher gets source
code or only object code. -If:the ‘Publisher- only wants the right to market and sell finished
software, receiving only object code:is acceptable. - However, if the: Publisher: will debug:or
modify the software then-it is-appropriate that the Publisher receives the source code. - Because
possession’ of source code is 'such’‘a sensitive issue, many ‘practitioners employ a-source code
~ escrow agréement that will release the- source’ code to Publisher only upon: the..occurrence: of
. some release event (i.e., breach by Developer or failure to make enhancements). - However; such
agreements are preferably a last resort. Defining release events often proves tricky because it is
difficult to agree on'what could:go wrong and,-at the time it is going wrong, agree that the release
event has occurred. Further, by the time the parties agree that a release event has: occurred (if
they: ever' do), the market window for: the software ‘has probably passed. Therefore, from,the
Publisher’s perspective, the best approach is if you need the source code, negotiate up front to. get
it and limit your rights to modify or enhance the code to situations analogous to release events.
In this imatiner; the Publisher has the ‘code ‘and .can-be: working on a solution while the issue of
whether ‘a release event has occurred is resolved. The Developer-can-still- enforee its- rrghts
mcludmg an 1njunctlon 1f the Pubhsher falls to prove that the release event occurred STUTRIR:

Flnally, 1t may be in the 1nterest of both partles to s1gn a non—competrtlon clause bounded
by ‘the'scope of the sofiware creation:: Because reproduction of software is:so. easy;:such ‘a:hon-
competition clause may sat1sfactor1ly protect -both :the!Developer -and: the: Publisher: from
creatlons by the other of “knock-off’ ’ products

o E 2 Dlstrrbutlon Rrghts and Restrrctlons i Ll

Dependmg on the size: of the Pubhsher and the Developer s own abrhtres or other contracts
dxstrrbutron rights may be given for marketing and sales to end users, distributors; and OEMSs,:or
any combination of theabove. . T