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iTBﬁ keywordé. Prlor Art Patent Search L

It

{7 )y-Abstracta: i

“There is an“incfeasing‘oppoftuﬁityftO“éBtéin:infbrmatiéﬁ
Lz from databases for:patent information.in-our daily work
..on . patents. In. . this article, characterlstlcs of
“databases’ will be analyzed from a practical point-of
~view based:upon:the:results of:our investigation of:the
;Hrenewal frequency and. coverage/content of the main
‘"“databases for” patent ‘informationi” Thig ‘article~also
wdescribes: ‘the! results:of :our::study on: how:. prior rart
... searches in filing and prosecutlon should be carrled out
“‘from the viewpoint of ‘the searchers,; sedrch timé-and the
ixdegree. of:completion.of. proposals. from:inventors... :This

. article furthermore con51ders the 1nfluence on prlor art
" gearches " of ‘revisions ‘of  the' Japanese Patent -Law,
‘-effective since early:this.yeax,: ln.whlch.Amendments are
restrlcted

1. Introductlon
f “'1n’ Youtine work for flllng “and* prosecutlng patent-
- appllcatlons,i the patent department utlllzes patent

is initiated from ‘patent’ “right - searches." ““Further )+ in




deciding subjects for research and development in the R&D
department, patent information is sométimés utilized for
investigating technical trends within certaln fields. ' As
such, patent information has both the characterlstlc of
information on intellectual rights and the characterlstlc of
technology, and has become a necesslty for R&Dﬂand Patent
work. In recent years, patent information searches have been
available in quicker and easier ways as a result of _progress
in database technology'and therefore, patent lnformatlon.has
been ;more. and more actlvely utlllzed S

Among patent searches of COmpetltors patent rlghts for
preventlng lnfrlngement and of prlor art documents at the
filing stage), ‘which- are:related.to the‘Patent.Department
this article discusses: prlor art searches . fOCHSlnG on the'
business from flllng to patentlng, Wthh the Flrst Commlttee
is in charge of. One of the objects of a prlor art’ search
‘concerning patenting is to judge whether the appllcatlon is -
to: be filed in view. of patentablllty S0. that the number of
unnecessary appllcatlons Wlth llttle possxblllty of belng
patented are decreased and total flllng costs can be saved
: Another object is’ to utilize ' the™ results of prlor art-

searches OIl the content O._

;spe01f1catifns _nd'the clalms, so
that: ‘the: p0551ble coverage-of ‘the" 1nventlon ‘isclarified and
ipwgspec1flcat1on ;w1th more;‘substantlallty _and 'hlgher
POSSlbllltY ofmbelng patented can be drafted The latter
object 1.s now of great J.mportance part:.cularly J.n’/Japan
because’ amendments have become: restrlcted ‘as an result .of the

revision of the Japanese Patent Law effected earlier this

year. e _
, ~In this. artlcle _the results of our. studles of when and
how often lnformatlon. is. renewed and on_ the extent of

- coverage - of the lnformatlon ln maln

databases Wthh are currently ln use Wlllmbe descrlbe“z_kk

‘the; object of contrlbutlng to. the utlllzatlon of prlor art
- searches. in .the member. companles of the PIPA. It Wlll also
descrlbe the characterlstlcs of . each of the databases from a
PFaCFlFal;Pant:QEwV;?W';'?uxtheFf it w111 1ntroduce the

,atent lnformatlon _




. Systems of those countries where the submission of a prior. .
'“art search is obligatory “Moreover, the result of our study
‘on how prior ‘art searches should be carried out from the:;
"'productlon of the' invention . until appllcatlon will be
discussed from the standpoint. of the'. searchers, ‘the search

stage,.and the degree of completlon of documents from the.f

"inventors, taklng 1nto con51deratlon the 1nfluence “6f " the

“*reV1s1on of the Japanese patent system.

2. Databases Related to Patents ,
g ,”f”'”'"" When conductlng a prior art’ search ‘the use- of Q

| - . databases is one of the most effective means. There are two |
' types of databases related to patents. One is that whlchf;

solely comprlses patent information ‘while the other‘ls that“-'j

whereln patent lnformatlon is lncluded as a part of

=m11terature lnformatlon Representatlve examples of. patent
wﬁorlented databases | ‘are given in Table 1. Amon em, only ca 4
ois within the- latter category'whlle all others are w1th1n”theif
"ffformer category “In normal patent searches, there are’m

mficases where only databases belonglng to the former categoryf

rare. used _although dependlng upon_the. subject to be searche
* the latter may be an effective means “In” any case, there is
”'a llmlt to the coverage of each database and therefore,lltﬁé

is necessary to select the databases carefully _and usefi

cumblnatlonS'of databases whlch match the purpose

search

Many databases in. the table are avallable el .

“n—llne systems. . When two or more databases are acceSSLble
_ bey one of- the on-line systems, dt is possible to conduct- a;@
=.'_f'cross file search while ‘checking a patent famlly‘for example. |

:Accordlngly, the strategy whereln Wthh databases are to bel'

manner. Fig. 1 shows whlch database is access1ble by Wthh
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Table 1.. Comparisons of Databases. v mmon Do mmaio
TLBATOUS: 00 Lo CWPL g o CLAIMS o] EPAT

Coverage, - Japanese patent applications . | Thirty-three countriesand .. . . . i United States patentssince _All European patents and PCT
Tl sie oo E(kokoku of version B 1965 and organizations. Pharmacenticals  * ] 1950 except plant patents. | zpplications designating the
| thereafter; Kokaior version A: | {1963-}, polymers (1966-), all chemical | Coverage for electricaland EPQ. {tune 1978}
1971 and thereafter), japanese areas {1970-) and all technical areas ‘mechanical patentsis 1963 and| ~ T
utifity model applicatians (Kokoku | {1974-) which vary dependlng upon thereafter.
or viersion B: 1965 and thereafter; | the countries.’ L
‘Kekal or verslonA 1971 and
| thereaften S

Frequency of Renewal .. . | Weekly. Weekly.. . toy b | Weekly. - : | Wednesday of every week.
o T T VTime lagbs ‘about about 17 days Time Eag for patents frorn Europe is Time Iag ls one to two weeks Simultaneous with laying-open
{for abstracts, about two months). | about two monthsand aboutthree. . f ..~ ... .. . - o | of theapplication.

manths 6r those from Japan
Input Bata
o O Qe ...l .0
Filing data {numbers, S R B R BRI IR -
countries and dates)

Pririty data (Aumbers, -

coqq};i}?j;?nq‘_g??f) Pl .- O -',. R R oF A O; EERTEE N O

Laid:open data (numbers, o e e
countries anddates) ~- 101 E ) LT E : o B IR O(is;sue aé't'a) ’ e 'e)
Patent funiily data . el o P B e : S

O T (vailable for chemical

{numbers, countries and . :

dates)’ Lo e - P I Bt ¢ -_:—;p_aten;;uptll-19?9:) Jooeont

IPCV_‘.:,HF_:_V__: TS IS © NN ITRAIPPE & EERE R O e R R .

Other classifications - F terms, Fl symbols, JAPO Derwent classifications. . [ U.5, patentclassiﬂcatlons .| European patent classifications,
: IR | ielassifications and Japanése | als DT T (piterm, - 0 EEEERERS .

classification

O
O
O

-O:(First claim only)

aplicantsassignees | O | 0O

N
Tles-ocon i cofeis D Q)

Inventors: (1

O original tittes)

Claims . ... . .

bQOQQ

Abs._tra:lcts-:“: . O 1977-forpatents. 1980- for _' oo O Lt O
" " unilfty models A
Drawings . o 7.0 il O-19s0y BES 0 (199249
Exami_ner; TP T O S SR B T P O
Representatives’attorneysf B @) R e - T . O
agems L . UL . R VT e ) B
References cited O . O
- Proceedingsofthe. - Lodes exclusively tor membersfor S Informatlon on . . -+ Information on requests for
- examinations and appealtriais * “patents in'chemical and electrical | "cont[nuatlons,dlvlslons and: © examination, withdrawals,
+ state of annuity payment | areas. = .| reissues. i 1 . refectlons, registrations,
S EREE S R e [ T canumbers: - -0 0 21 - Invalidations and
. . ) ) oppositions.
‘Languageused T |7 7 Crapanese R * 7 English Cr " English " Engllsh (French, German)
Connectihg.j:harge'(pér S soooyen i S B O T DRERS ¥
hour)
Chargeforonllnedlsplay 60yenﬂﬁo.yénforinformaﬂbn on o $180 _ $170 $0.85 .
(foronefull record) oV centire proceedings). . : . S DIALOGY: o (D:ALOG) b : » (QUESTEL} [
Orgamzatlon In charge f JAPlo (Japan Pa‘lentlnfgrmatlon Derwent (united Kingdom) {AgentIn_ IFWPIenurn Data (U S A) NP1 (Ergn:ﬁrlﬁt'erlié&ﬁa'i' e [
preparing data EENE ‘Organization) - 7 Japan: NGB Corpotation [Derwent 1 Property Offlce)
. . Section]) .
Remarks | - Fitermsand Fisymbols which | - Searching patent family is possible. | - Since 1971, all claims and - Almast no time lag.
are the result of the paperless | « There are two levels of member information on front pages | - Details of legal status are
plan of the JPQ are input and . countries - "major” and "minor® - {excluding drawings) are available,
can be used as keys for searches. |  and input data differs between the |  covered. - observing the progress of
+ Legal status of Japanese two., General and mechanical + Rather old patents examinations is passible on
applications are input in detail. patents from fapan are not covered,|  retrospective to 1950 are the basis of an SO service.
- The original titles are modified to searchable.
more informative ones.




EDOC INPADOC LEPAT JAPIO CA

Patents, EF patents, PCT Fifty-eight countries and 1. 5. Patents {1975-) Japanese patent applications in Twenty-nlhe countries and
applications and OAPI organizations {1968- for the all areas (October 19764}, organizations. Argas of
applications filed by the main countries while 1973- for ’ chemistry and of chemical
eighteen Industrialized others). . engineering (1967-).
countries. (1960 may vary
depending upon country)
| ;
I Manthly. Weekly. | weekly, Monthly. Weekly.
! : . Time lag Is one week. Time tag fs abowt ten months. .
|
O | O o) e g 0
O - : ' o) . Q (issue data} - 0 1 - O
O _ e
.. | = © O o |l 0o
European classification, Berlin | Domestic classifications (for AT, | U. 5. patent classiflcations. JAPIO classiflcations. ] u.s. patent classifications.
classiffcation and Dutch B8R, CA, GB, M and 1JS5) o ' JAPIQ keywards ) : :
dlassiflcation, : i

O
O

O {80% or more) Q™

+ Types of patents. . + Derwent abstract numbers; | - Information on + Type of documents, .2 |+ CASregistration numb_fem
+ CA abstract numbers; reexaminations, litigations e : :
+ JAPIO abstract numbers; and cancellations, and
- legal status (for 16 countries).f . releases of claims.-

English " English ' English English : “English

5155 - $120 " 36,000yen S $120 5 5120
$0.25 : p $20.00 . - 3yenfline. $0.80 S _$1a5
(QUESTEL) - . {DIALOG) {LEIS/NEIS) {piALogy v (DIALOG)

|- ANEE(Eranch ntelloctual. ... | ERQ (European Patent Offlce):. { Mead Data Central (.5, A.......J. JAEIC (fapan Batent._. Chemical Abstracts Service (s
5.AJ. AgentinJapan; JAICI

Pro Qffice) Information Organization).. ..
perty Offics . . . _ :

{Japan Assoclation for
International Chemical
: Information).
- Patent family search is - Searching patent family is + Alltexts of L. 5. patents are + Access to laid-open - Search from names of
possible. possible because of wide input. - information of Japanese compdunds and from
+ Coverage mainly comprises coverage of countries - + Information on changes of patent applicationsin English{  chemical structures is
numbers, countries and : right after issue {e.q. is possible. possible.
dates. assignment records, litigation | - No abstract is available when | - Patent information in
notices, terminatfons, applicant is a forelgner. chemical literature files in
reexaminations, etc) is ' general.

seachable,
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" :The -characteristics of each of these databases will be

‘given briefly below.

<PATOLIS (for Japanese patents and utility models)>

PATOLIS covers all Japanese patent and:utility: model

‘applications: . The most significant feature of this database
zisrthat~5ea£chxby¢andtoutputwiﬁ Japanese letters is possible.
This is ‘ansindispensablesystem for Japanese searchers. It
. is of coursé possible to search using keywords and :IPC and,
| inadditien, FI 'symbols' and F “terms. which are used ‘during
| examination procedures at the JPO are partially available and
utilizablé: +iAmong “these, the Fiterms are assigned not only
to .the art covered by the claims -butiialso +to ‘thetart
disclosed in the text, if any, and therefore, F terms are
_sultable for. prlor art searches. | | DT

‘of examihations®and appeal t¥ials-at - the*JPO aré covered as
:well.,”.“;ﬁ&;uew L SRR : : ' : : ;

<JAPIO>

JAPIO covers information on Japanese laid-open patents
in English but, unlike PATOLIS, there is a significant ‘time
Jag; information subsequent toilaying-cpen is not available
and’ FPterms‘are nét used. “Nevertheless, it is hélpful for

“mmmwwmrmmEngllsh speaklng peeple“when searchlng‘Japanese patentb.mf"”'

CCWPTS el feva e :
s WP 1S ‘most widely used inisearching patent applications
in ‘major countries around' the ' world, ’dinc¢luding - Japan:
Originally, however, WPI' started ‘as”a ‘database for:'covering
the chemical field, and consequently some Japanese patents in

wo....the mechanical _and electrical. flelds_ are not covered,

'?“*‘“m”‘t*herefor‘e@*duemc ol \v oA chad Ryt e <l e T

| :Both abstracts and theix corresponding patents ‘are input |

| Cand it lS “possiblé’to- perform ‘searches * frém’ cominon* patent

searches “tod the&?correspondlng patent (patent famlly)

- searches.




" For.chemical and electrical .patents, -codes exclusively
for members are available, whereby more precise 'searches-are
made possible. Only members are entitled to use such codes.

',<CLAIMS - LEXPAT>

~In searchlng U.S. .patents,. lt is. of course poss;ble to
nuse.WPIgbut,_When-CLAIMS_ls_uSedTWlt,ls,pQSSlbleytO_SearCh
VOlder~patents-w;Eor;U;S-:paﬁents?:egistered~inmrecentayears;_
full texts are available in LEXPAT and:in U.S. FULLTEXT (not
;listed in Table 1) which are useful in terms:of both search
‘and -output. B T ST e

“In- LEXPAT, information on: changes - to- patents - after

‘lssuance is avallable

-<EPAT> CTRIVTTIRE e e’ o
‘For .European Patent:searches,; EPAT . is useful as:; well as
 WPI,q The main feature:.of. EPAT is .that there .is- almost no
time lag. For patents which were filed designating some
countries belonging toc the EPC, there is greater pOSSlbllltY
of detecting them first. by means of EPAT.

<INPADOC,: EDOC> S L EEN S : ‘ T
.. For. so~called.patent family. searches for the names. of
the ‘countries in which :patents being :searched. have been
filed, INPADOC and EDOC can be used in addition to WPIL.
INPADOC is particularly useful because it covers as many as
-58. countries. However, abstracts are not available-: in
\INPADOC=ang;EDOCyagd,,therefore,-it,is{not possible to - search
patents from:their ‘technical content. - Accordingly, .these
databases can be used only for searching. patent families.

;M<CA>

.lnformatlon ‘being included . as : part . thereof. - . Since
information.such as patent -families is not..available, it is
recommended- -that cross: file : searches with: other . patent-

'orlented databases be performed

CA is a flle for general chemlcal llterature,‘ééiéﬁfwmmwwmw




S In-the. chemlcal flEld thlS database is used quite often

_Ifor“iiearchlng' the related prlor art from. the names of

jcompounds and chemlcal structural formulae

: In conductlng a prlor art search lt lS ‘common. to use
PATOLIS. and/or, '
=Ewords,-appll.can’s,

I by means. of jfollowed by the use of key
Fiterms (for PATOLIS only) and'

ﬂFor a

1nventors,

~other- search eysifor further -solatlng ‘the’ subjeot

; country specrflc databases, such as
. When the sub]ect
g ereto and those

imore precrse'search
;CLAIMSlfor U.S patents, may be used

icrted durlng examlnatlonrare searched as well so that the
}related prlor art’ can be. searched more- broadly._ B

23 Patent Svstems in Several Countrles Relatlnq to Prlor .
“ArtTSearches v i ok

Submission of information on prior art searches is
obligatory only. in the . United, States... This. system-(rules
amended on March 16, 1992) is summarmzed in Tables 2 1 “to

'2-3. Purther, the system for~ search reportsf*
-countries, etc. and the system for.: submisgion ,of the

‘examination status of correspondlng pat,Jts_{iﬁgéother

.;countrles adopted in North European and A51an countries are
‘respectively summarized in Tables 3 and 4 Ianap_Q;éthere

'ils a regulation which reads "When llteratures concernlng the

éprlor art. --is avarlable, the- tltles ~-thereof. . ‘are’ to. be

épreferably dlsg;fﬁ s 1n Form 29 of_Regulatlons

'Eunder the Patent Law)




‘{Disclosure
Rln s i sUibmitted

Table 2-1: Duty. to -disclose . information . material to
_patentability in the United States (Rule 56)
Persons Individuals associated with'the filing or: -
Responsible |prosecution of the U.S. patent appllcation
(lnventors, attorneys/agents, aSSLgnees,
letc.) ' : -
| Information {All information which is thought to be’
4to be - 1 imaterial -to:the unpatentability:of: the
‘Dlsclosed oL 1nventlon of the patent appllcatlon
jCriteria ‘“ ,Informatlon Wthh lS not cumulatlve and (1)”#
{ for which establishes a prima facie case of
{Unpatent-: slunpatentability for a'claim or-(2) which:is =
lability .. |inconsistent with the pOSlthﬂ taken by. theg
1 T T lapplicantfin (1) opp051ng an ‘argument of —
.[unpatentability relied on:by:the Qffice,. or?;
ANESS assertlng patentability. .
Method of IDS {Information Disclosure Statement) in

accordance w1th Rules 97 and 98 must be B

?“7Table*2¥2£' Termsffbrfsubﬁitting*the-Iﬁsﬁ(Ru1e597975£*

". last.

u(l).M,SumeSSLOn w1thln three )
17 "|months”“from ‘the U.S. R
Jfiling-date (date of: entry |..
at. the national stage in
the case of-PCT appllca- f”
»{tions): and -before the-
mailing date of a flrst .
official action ‘on the
“{merits which revent ioccurs -

' |no charge

4(2) - jUp. Eill the, malllng date

' of a final action or of a
notice of allowance after
{l1), whichever is earlier.

‘:IDS is. submltted w1th _
| payment of $200" or ‘with
certification:(*) S

(3) |Before payment of the
issue fee after (2)

IDS is submitted with
payment of $130 and
certification (¥*) ) and a
petition for considera-

|tion of the information | =~

(4) |Before issuance of the
patent, after payment of

the issue fee

No consideration will be
made even if an IDS is
submitted, therefore a
continuation application
is necessary.

—10—




*) What 'is to be ‘céertifiéd is that (a) the persons involved
with- the appllcatlon ‘did mnot know- of the -~ requlrement “to
'submlt w1thln three months before the date of disclosure of
:Lnformatlon or: (b)’ none of the references was cited in a
'counterpart forelgn appllcatlon w1th1n three months before
‘the date of dlSclosure of information [i.e.:'the charge 1is

jfree when submrssron is made within three months from the

jmalllng date for the llterature Wthh was c1ted in the search

‘report or in the OfflClal actlon]

» -,.._,.Tablé.:_?2--'3,.;' -

Content of the IDS. (Rule. 98)

‘List of patents, '
_._;publicationsyfetcgg
|0 be-submitted ...

U.S. Patents:(patent numbers;:
dates .of issue\and-:
assigneesy);. . s

Foreign- patents (countrles,

_-’deCument‘numbers anq dates or
{"issue); o
‘| Publications: (authors,

titles, publication dates,
page numbers, ete.).

‘Copies of the v
_documents listed

'”Dupllcated submlsSLOn is: not‘*

necessary for: cumulatlvehﬂHWUwQ

.translatlen ofm'

An (1) . - ..| information;.
L T e ;,SumeSSLOn ig not necessary
"for copies of specrflcatlons
TR P of U.S. patent appllcatlons,.mm
(3)””Engllsh ';Thls is not obllgatory,

;though submlss1on is-
necessary when th 75 ’
~information.is. within. the.

explanation of the
non-English
information

fhdocument
possession of or is readlly
available to the persons in
Rule 56. _
(4) | Concise Unnecessary when English

translation is submitted;
when the search report
written in English for the
counterpart foreign -
application shows. its.

el evaAnce.,-

B e TR W Mll\-'--, AL e s

the search report w111_
suffice.

submi-ssi-on of n-n'lv'




Table 3:

Search Report Systems in Several. Countries

_h The search report is leid‘opeh togetherwwith

the laying-open of the application after 18

-months from the priority date'or=filing-date;'

A request for substantive examination is to

{"be filed within 6 months from the lald—open _

date.

Great
Britain

A preliminary examination and'search are: to
be requested Wlthln 12 months. from.the.

prlorlty date or the filing date. The eearch;r

report is laid open together with the
laying-open of the application after 18
months. A request for substantive
examination is to be’ filed within 6- months
from the laid-open date.

‘France-

{In principle,-preparationﬂof”ag"literature‘1
notice"'is to be requested on the filing date:

or within 18 months from the priority date.

|'A search’ ‘report is laid open together w1th

| the laying- open of the application.

-Germany = -

A "novelty search"_ls to be requested Wlthln s

7 years from the filing date.

The Neth-

erlands - -

A"requeSt.is_to be ‘made within 7 years-from . .
the .filing date.; Otherw1se the application;‘

becomes invalid.

A novelty search is to be requested w1th1n 18
fmonths from the prlorlty date or the flllng
date. = :

P'A'search report is. prepared within 3 months
“from when the 1nternatlonal searchlng :
'authorlty receives the search copy. or w1th1n

9 months from the’ prlorlty date.

=12




Tab1?144?f” Obllgatlons for. Submission -of the Examination
Progress Reports, LlStS of Clted. References,
etc., for Correspondlng Forelgn Appllcatlons

Canada Report on the examination status in- :
corresponding foreign applications may be
‘requested. When the application has already
been issued in the United States, the U.S.

{ application claims. may be substltuted

| Denmark. .. | Submission of. search reports for the-
C corresponding forelgn appllcatlons is
obligatory. ‘Submission of official- ‘actions L
-in basic foreign applications upon which the .. -
priority is claimed is requested and, at the
same’ time, submission of information ‘on cited-
references. in .foreign applications.is : . .. .. ..

suggested.
Noxrway - = io|&: report on: the -examination. status of - .
.| corresponding forelgn appllcatlons may be
| requested. :
N Einleﬁdhmﬂﬁ'Results of examinations of correspondlng

foreign applications must-be reported.

| sweden -~ | A copy of ‘actions-for corresponding’ forelgn e
cvoernes onc | applications must be . submitted. SRRy e

| Australia ‘| Submission of a list:of the: prior:art . gl
:llterature searched by . forelgn patent offlceste
| or organizations for the ‘corresponding = T
~{-foreign applications -may:be requested.::‘When. -
i ...|.any one of the corresponding. appllcatlons in
o l*UL8.ALV, Great Britain, Canada, New Zealand or
.7 the EPC -has been-patented; the Australian- ;
,“,appllcatlon 15 patented prov1ded that the .

Australian format (a modified. examlnatlon)

China = When requestlng ‘the’ substantlve exam;natlon,
: it is necessary to submit prior art
1iterature and:citations ‘and results ‘of -
| examinations.in. corresponding foreign ... ...
‘applications. Otherw1se, the appllcatlon -
“1 will be“deernied withdrawn. : K

Korea ‘The -examination progress in’ Japan, ‘etc: mayﬂ'”

‘-be :taken into consideration. -

ottt tons vandrrésultsrofothe evantnationr—s=u=
.progress. in correspondlng forelgn appllca—“mﬂ
tions may be requested R

FuaTaystar




4, Ob1_cts of Prior Art Searches and Utlllzatlon Thereof-
4-1, Obqects of Prlor Art Searches ' ,
Objects of prior art searches whlch are conducted before

;flllng patent appllcatlons are as follows. SR
j(ll; Judgement as to whether the appllcatlon shall be filed:

: A prior art search is carried out’ before filing the.
fpatent.appllcatlon.for judging’ the possrblllty'of.patent from
‘the standpoint of the patentability of ‘the ‘invention(s) in
'consideration'ZOff.filing,““then' it .isurdecided.“whether the
,appllcatlon is 1x) be filed. _J Appllcatlons focus only on
glnventlons whlch are potentlally patentable, .whereby the

~applicant is able to improve cost performance,

Q(Z) Draftlng of clalms and the body of" the spe01flcatlon'
: Based upon the prlor art detected as a result of the-
‘search, claims = which are capable'ioff_assertlng ”the
?patentablllty of the appllcatlon ‘are drafted Then the.
?technlcal matter of the appllcatlon based upon the prlor art

;the, functlonal effects “of " the - application.” wrth respect
;thereto and .embodiments whlch support the scope of ‘the claims
: fully 1nvestlgated and ca- specaflcatlon which can
§w1thstand re]ectlons :and oppos;tlons is. prepared i

j When the specrflcatlon lS drafted based upon the prlor
éart whlch “is: most: closely related to: the lnventlon, the

épOSSlbllltY'Of the appllcatlon belng patented lS much higher.

i(3if Dlsclosure of prlor art llterature when fllrng the :j;
appllcatlon. : : T

It is recommended that the prlor art Wthh was found as
ia result of the search be descrlbed in- the speCLflcatlon,
flndlcatlng the patent publlcatlon numbers, the names of the
idocuments, .etc, together wrth the contents thereof Thus,

”éthe prior art related to the application: is: -disclosed to theﬂr o

‘examiner 'so that examiner will be. able “tor understand the

;inventlon eas11y “and accurately, by c 151%er1ng the prlor




4-2. Anticipated Flow of Practice . '«

‘The practice from the prior art search to the drafting

of "the ‘specification willVbe’ekemplifiedfby*olassification
‘into ‘cases where the. prior art search is conducted by the

‘inventors and where it is conducteéed by the patent department.

‘A, Whére prior art’ search 1s ‘conducted bV 1nventors

{cf. Table 5= -1) .

';Step,lﬂt

- Step 2:

Step 3:

-, -them.

(If the i
lnventors dec1de the object(s) of the lnventlon_

. The 1nventors -carry out a‘prlor art search after
..defining the coverage of the search (e.g. period
., covered. and classifications).. Out of a number

-woi-pr;or“art-dqcumentﬁr,the¥u§9991fy the ones

which are related to the invention invented by

"The inveéntors ]udge whether the .invention is

patentable in view of the above- SpEleled prior

..cart. and . dec1de Whether the invention.shall be

proposed as a patent appllcatlon for flllng%

is™ proposedr the

and the means for achrevxng lt/them (that is, a

‘pollcy for draftlng the claims as well) based

:Jupon the prlor art and in addltlon, prepare a

step 4:
S "«”‘Mlnventlon is worth flllng based ‘upon drafted

““&‘:Spelelcatlon draft f substantlatlng the
'ﬂpembodlments Wthh support the above means .

TheJ R&D department' evaluates‘ ‘whether the

speCLflcatlon, from a bu51ness p01nt of view,
When it is decided that the 1nventlon is worth

- .fl_l_lnq from thew' bus;_ness . standpolnt the e

d”spelelcatlon draft 'ie sent to the patent

“department.J

”The patent department dec1des 'whether the

invention shall "be flled after 'judging its

~15—




patentability based upon the specification draft

. forwarded from- the R&D department. = If- it is
. decided to:file it, the patent department.checks
.and. drafts the claims, judges  the degree. to
which . the claims are supported . by - the

embodiments, and prepares +the body of the

- .. specification. . When 'it. is decided that. the

invention has little or no patentability .or when

"’ the disclosure in'the-spebification draft’ -is
“: insufficient- after belng checked by the patent
department; “the ‘draft’ is réturned to the
‘“inventors for ‘further oonsideration.

The patent departme nt prepares ‘the specification

based upon the spe01f1cat10n draft and flles the

“fappllcatlon

‘B. In’ a case where the prlor art search lS conducted bv the
Datent department . : _ o

B~1. When a letter of proposal from the 1nventors ig_a

spec1f1catlon draft (cf. Table 5-2)

':Step 1._ f

Step 20
I 'jrlnventlon is worthy flllng a patent application

‘Edepartment

_The 1nventors prepare a spec1flcatlon draft for'

;:the lnventlon lnvented by them
The' R&D department evaluates"whether the

'_based upon the prepared speC1f1catlon draft from

the standp01nt ‘of the line of business. When

the J.nventlon is dec:.ded to be worthy flllng

_from the standp01nt of the llne of business, the .
JpspeCLflcatlon draft iS. sent to the patent

iBased upon the spec1flcatlon daft forwarded from

the R&D department, thew patent department

{including the search company) conducts a prior

. art search after deflnlng the coverage for the

'search (e g coverage perlod and ClaSSlflca—

16—




cootion), i Qut of the prior art:documents found,

‘Step 4=

. the ones:. which: . relate to:.:the. invention are

specified.

+-The patent deépartment judges the ‘patentability

of the invention based upon the specified prior
art and decides whether it shall be filed. When

w3y -itiois. decided “that the inventionihas little or

~no. patentability or when the disclosure in the
cispecification daft .is insufficient after being
r.ichecked 'by. the ‘patent: department;:the draft is

~sreturned; to:thesinventors .for further consider-

ation.. . s

The patent department prepares the. spec1flcatlon

Step S5:

‘based | upon the specrflcatlon draft

:B=2. When.:the letterof proposal from the inventors is an

1nventlon report (cf Table 5- 3)

Step 1‘u¢_

step 2:

The 1nventors prepare an 1nventlon report (about

iﬂpone A4 51ze sheet of paper) ln Wthh the summary

‘mBased upon the above—prepared lnventlon report,
the R&D department evaluates from the standpoint

: ;of the llne of busrness whether the invention is
;;worthy flllng When it is decrded‘to be worthy
flllng from the standp01nt of ~the line of

buSLness, the invention report is sent to the

... patent department. . .. .

~ -Step 3: :

-Based upon the lnventlon report forwarded from
_the R&D department the patent department "~

(including the search company) conduct a prior

art search after-defining the coverage for the

~search (e.g.~-covering- period and c¢lassifica-

tion). Out of the plural prior art literatures

detected, the ones which relate to the invention




Step 4:

“Step:.:53:

Step 6:

Step 7:

-are specified and the result is returned to the

~department where the invention was invented.

Depending upon the patentability, the R&D

- department decides  whether '+ a draft for :the

“invention: is- to: be «drawn up.

:The: inventors decideflthef~object(s) of the
i -invention and the means: for solving them (that

isia. pOllCY for drafting: the clalms as well)

basedupon - the ‘"prior. art: and in addltlon,
- prepare::a: specification draftafter trying to
- £fill up the working examples. which support the

2
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The patent department decides whether the

o invention shall be flled'*after judglng ‘the

patentablllty When 1t lskd'cided to be’ flled,

”ﬁ?the patent department checks and drafts ' the
‘claims, ]udges the degree of the support by the
" embodiments ~and ‘prepares the story of the

specification. When the invention ls deCLded to

h“be ‘with little or no patentablllty or when the

‘disclésure ' in ' the specrflcatlon draft is
‘uglnsuff1c1ent after belng checked ‘by the patent
”idepartment *thef draft " is returned to the

"-"lnventors for further consrderatlon

' The patent department prepares the specification

based upon the specification draft.




specification

|draft to patent o
i'dept

“Table 5-1:  Flow of Practice ‘when " Prior Art Sedrch is
- Conducted by the Inventors '
Step Action Conducted by Remarks
1 .|Creation of IR&D Dept o
invention L -
|pPrior art search; Rﬁﬁ_Dept_ ]
. |Specifying the Co - '
“ Iprior-art - o= |
2|\ Judging ‘patent-: . |R&D ‘Dept Dec1d1ng whether the
lability; - Decxdlng gpecification draft is .
~|whether . the: g acceptable based upon the
speq1f1cat10n a degree of patentability
zldrafit is ' '
acceptable - ‘

3 Preparing a R&D -Dept Based. upon, the prior art, a
specification o "specmflcatlon-llke draft is
draft prepared o '

_(l) Dec1si6ﬁmw'R&DMDépt ":J:Dec1d1ng the objects and
““on“the ‘body of | 7 ¢ Jmeans for - solv1ngn§he
- spec1f1ca-‘ problems (claim pollcy},
< epion -drafe oo |substantiating the: Lk :
embodiments and draftlng the%
; clalms P .
(2) Preparlng R&D Dept '
spec1flcatlon“ TR L
draft - : :
4 . {Evaluation from ' |R&D Dept | |Evaluating whether it is
RRTEE bu31ness v1ewp01nt- e e worth- £iling-based upon the-
L e i 5pec1f1cat10n draft. Co
_Stibmiési’dh ‘of 'the | [R&D Dept

;Judglng patent—dz_

Patent Dept'

When little or no patent-

specification for
filing with the, .
application

“bllltY““~”M -|-¢Pat-Dept)----lability,-i)..return to.the R&D
: Dept or ii) prepare
patentable claims in Pat
-} Depts in-case ii), the‘
prepared claims may be sent
to the R&D Dept for. ...
evaluation from, bu51ness
viewpolnt
‘*Judglng s Pat Dept Judging whether support'for
- “supportablllty of |the claims is sufficient; If
. the embodlments o insufficient, amendment is
1 : Eoies requested of the R&D Dept.
"Judging and Pat Dept - In pKALLlLE, thls 15 not
‘PLep g b digcotifigcred~from=the—
~| of the spec:l.le.ca--'5 evaluation of patentability
tlon N and on Supportablllty by ,
- embodiments e R
6 Preparing a {Pat Dept "
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. Table 5-2:  Flow of Practice when Prior -Art Search is Conducted by
' Patent - Department (where the letter of proposal is a
spec1f1catlon draft) ‘

Step | " Action '.'Condﬁeted.By o " Remarks .

1 |[Creation of invention . | R&D Dept_ "
Preparation'of'a : R&D Dept‘ Preparlng a-
specification draft : spec1f1catlona11ke draft

(1) Decision on body | R&D Dept |Deciding the objects and
' of the specrflcatlon I * |means for solving .
: draft problems (claim. p011Cy),

substantiating the
embodiments and- draftlng
the claims- '

2y Preparatlon of * R&D ‘Dept
' -the spec1f1cat10n ' ' '
draft
2 :'753 "atlcn,frcﬁfﬁtélness R&D Dept - Eval"at1rg "hethef it ie
.v1ewp01nt ' S worthy.. f111ng based upon
‘ T a specification draft
{submission of the . 'ifr R&D Dept

specification draft to
patent dept

3 Prior art search o Pat Dept' Cdﬁductingqé.prior art .
spec1f1cat10n draft

4 Judging ‘pateritability - Pat Dept . |When little or no:
RO I SRR TR TR atentability, 1) returd
‘to the R&D Dept .or ii)
preparlng the patentable
claims in Pat Dept; in
case.ii), the. prepared
claims may. be ‘sent to
the R&D Dept for
evaluation from bu31ness

) _ viewpoint
‘| Judging ‘the ST Pat Dept | Judging whether support
supportablllty of the L _ ‘ of the claims is °

1embodiments - e sufficient; When ‘

Sl ' |insufficient, amendment
is requested of the R&D
Dept.

- Judglng and preparlng Pat Dept : |In praetice,'this is not
the body- of. the . O . ~jdisconnected from the : o
» evaluaticns ofu

spec1f1cat10n B
patentability and
supportability by the
embodiments

‘5 |Preparing a° - |1 Pat Dept’

specification for filing
with the application

=20




Table 5-3: Flow .of Practice when = Prior - Art -Search: is
: Conducted by the Patent Department (where a
i letter of proposal ‘is’ an- 1nventlon report) E
: _{Step Action Conducted by Remarks
' 1 ‘[Creation of R&D Dept
| w olinvention S ST G
; ..|Preparation of R&D Dept |On about one sheet of paper (A4
: {invention ‘ T e slze)
g ... .l TEDOTE. R P - e W e -
j 2 {Evaluation from R&D Dept. -Evaluatrng whether it is worth
3 cfbusdness 10 ST L0 S A Eildng ‘baged upon the dnventioen
{ viewpoint report rearranging and unlfylng the
| _ inventions
E Submission of R&D Dept
' the invention :
report-itoli
patent dept
=3 |Prior art | _Pat Dept |Returning the search result to thef
. |search v o T |R&D. Dept . L R
1 ridging patent--| 7 ¥Pat: Dept 3-D901d1ng whether the  invention “
ability; : report is acceptable based: upon the-
Deciding degree of patentablllty i
jwhether - ;
invention:
A-freport: is
acceptable . . T . R
5 |Preparing. a . | ;. R&D./Dept Based upon the prior -art, a- ;.0
oy spec1f1catlon e . spec1f1cat10n draft is prepared
) draﬁt ) . _ : ' . i
(1) Decision |  R&D Dept . Dec1d1ng the objecte and means for
on the body CAT e eglying the problems” (claim
of the "7 - . |policy); substantiating the
spec1f1cat10n B .»{ embodiments: and ‘drafting the
draft C.lclaims; for. preparation of a good
 jquality. spec1f1cat10n, judgement by
‘| the 'Pat Dept 'is to be preferably
S R s taken 1nt0 cunsrderatlon i
a spec1f1ca-f L
=tion draft‘“““ﬁf T :
6 Judglng 'TﬁPat Dept |When little or no- patentabzllty, i)
: patentablllty BatUE LG - Jreturn to the ‘R&D:Dept or 11) {
_ | prepare: patentable.claims in Pat
Dept; in case ii), the prepared
claims may be sent to the R&D Dept .
jfor evaluation: from buSLnesslu__”_,
N vrewpornt o ol
Judglng o - .-Pat-Bept - Judging, whether support for the
s supportablllty C claims is sufficient; When
by the insufficient, amendment is
embodiments requested of" the R&D Dept.

Q_Judglng and
PLEparing. fhe

-g:-In pract'ce “th

is npt

e. eva 1uatlgn=: '

for filing with.j .. -

the application

body of the - on patentabllity and"supportablllty
specification : by the. embodiments

"7 |Preparing a Pat Dept v e
specification : :
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4=3, Merlts and Dlsadvantaqes 1n the Flow of Practlce

"4-3-1. Comparison of the Search Results

Table 6 shows the results of a. comparlson from the p01nt
~of view of the search prec1510n of the search result 'and
-;merlts for each of the R&D and patent departments “When the

?prec1s1on of the search result is taken into cons1deratlon,

Jito adv15able ‘that. it be. conducted by - the patent
idepartment, where profeSSLonal knowledge of - patents' is
availablé g L ' '
Table 6: Comparison According to Searcher
' [Searcher ”“Inventofs- : IPatent Department
|Viewpoint [Technology-oriented  {Patent right-oriented.
ifor-the ~ | .. oo :
Search e
Precision |Because they are Because they are...:
-lof the familiar with the |experts in the search
.| Seaxrch.. technology, . preCLSlon |system and have = -
‘|Result: -~ {is“high when' “#|knowledge ‘of patent
s technology which is laws, a search taking
. {the -same-as their - |even- the lnventlve.
1]lnvent10n is’ searched.“ steps into. . :
I con51derat10n 1s
ffDue to scant knowledge possible.:
+ “|of- the search- system, ' f o ,
_ﬁ;ajpreCLs1on is not so They are not experts in
~|high in. technlcal the technology when
fields different fromJ;lcompared to the. ' :
that of the invention. lnventors,,pre01510n is’
. . _ . |low when: technology
.| Because-of scant - .|concerning the ... .-
; 'knowledge of patent invention is:not s0
“llaws, ‘search from the [well grasped or
‘ {inventive step is. understood.
: o jdifficult. ‘ :
|Merits- - |R&D dept~can7§fasp#the--Since.preciSion for the:
: e '”"~related*technology. {prior art is high,
o . |there: are less measures:
-T'Preparatlon of the ' for rejection,: etc.:
op8pecificatior S mojafter filing a '
treflecting the_prlor””"Aprocedure “for”
‘lart is possible - . is easier. = -
(provided that the S
inventors are
well-educated)




4-3-2.

,Speoitication Draft

Comparison in Terms of the Content of ‘the . =

"Table 7 shows results of a comparlson ln terms of the

'rellablllty of the search coverage of the search

lnfluence

on the specrflcatlon work of the inventors for preparlng the

paper and the degree of ease with which the appllcatlon is

ceased

When the 1nfluence of the prlor art search on the

' specrflcatlon is taken 1nto conSLderatlon, lt is desrrable to

prepare a specrflcatlon draft after conductlng a prlor art

h“search based upon an invention report and taklng the detected

prlor art 1nto con51deratlon fully rather than conductlng the

'prlor art search after preparlng the specrflcatlon draft.

°'Téble’ﬁ}f

Content of the Letter for Proposa]

1. Type. of:_ . Invention Report. Specrflcatlon Draft
| B SEs L T IR
“Letter . T pon ‘
|Reliabil~ [Low: . Thus,.-since the-:|High: Thus, since.the. .
ity of _detalls of the _[details of the &
[search " [invention ‘are not" ‘Iinvention are clear,
{1 s s ied|clear, sthe invention - | reliability is high.
. |cannot be specrfred L N
“land” rellablllty is
low. : RN
Coverage |Broad: Thus, since Narrow: Thus, since
of the | the invention cannot . |the invention can be
Search " |be specified;*the- '-'t:'bPELJ.Lled ~concéntrated-
coverage of the searchg search is possible and -
is broad and many = “lprioxr art detected 1s"”
prior“art documents’ ffﬁrcomparatlvely léss.
e -_areydetected””‘ L Yoo
Influence, Easy.... . : ,Q.Difﬁ;cult
jon the =~ * '
‘Specifi<
cation.. - e . - A :
Work of  |Little .. Much Under certaln o
—}the" e 'condltlons;'rhe work‘”
ENVentors:{-: for=preparing-the:
: | .|specification draft. . -
" [might be wasteful.




4-3-3. ConSLderatlons

In preparing a specrflcatlon.whlch can.w1thstand reject-

_ions and OppOSltlonS, it is essential that the spec1f1catlon

be prepared on the bas1s that (1) the prlor art closest to

‘the 1nventlon.has been detected before flllng the appllcatlon

‘and (2) the prlor art 1s used as a basrs for preparlng the

spec1flcatlon
In order to meet the requlrement of (1), it is de51rable

:that the patent department (1ncludlng search companles), who

have profeSSLOnal knowledge of patents,_conducts the prlor

fart search w1th the cooperatlon of thellnventors, who are”'

ispecrallsts on the technology

| In order to meet the requlrement of (2), conductlng the

Drlor art search based on the lnventlon renort is belleved to

be effectlve_ for: preparlng a specrfrcat;on__whlch duly

,:reflects the prlor art

' 'The conclusion’ when the above facts are taken lnto

;con51deratlon is that the flow of practlce glven in Table 5= 3
(where the prior art ‘'search is conducted by' the patent
Ldepartment-when the letter of proposal 1s an lnventlon
éreport) w111 result in' the preparatlon of a substantlally )
;good quallty'specrflcatlon.whlch can.wlthstand rejectlons and

‘oppositions.

§5. Influence of the Rev1s10n of. the Patent Law
5-l. Restrlctlon of the Amendments S
§5—1 1..Amendments where New Matter lS Added |

In the former system, addition- of ‘new matter to the

5spe01flcatlon or/ the draw1ngs in the amendment” prlor to
Kokoku publication was allowed so far as it did not change

;the gist of the speC1f1catlon or the draw1ngs Under such a

i

Mﬁwhlchudlsclosure ofvthe invention at the filing. stage lsf
"flnsuffLCLent are apt to be filed and that patent right mlght
be ‘granted on matter whlch was not disclosed therein at the

time of filing. In addition, amendments adding new matter

are not allowed in most other countries.
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f5e1~2;«AmendmentwofﬁthevClaims;;;;~ww

In the- revised patent law of Japan, amendments -adding

new matter are no longer allowable (Article 17/ paragraph 2)

from the standpoint of international harmonization of patent

systems,: promptness ‘in granting patent rights, realization of

eQuitabilityninahandling.patentzapplicatidns,uetCA‘-

In the former system, amendment prior.to. publication
including expansions and alterations of the claims was

allowed even after issuance of official:actions. .. Further,

there was :no:restriction on the frequencywofmamendments and,
‘accoxrdingly, rclaims:could be amended:each :time-an.official
:action was issued:so far as the gist of the-invention was.not

-changed.“

‘The.revised lawrprov1des regulatlons for: countermeasures

by classification into:cases where: "when the first actlon is
received" .and :"when the final i action is'received" and, with
respect-to amendment of . the¢claims after -the final action is

received, amendment is restricted to the cancellation of:the

claims. or:to the’reduction of: the: coverage of ;the claims so
~that: mere repetition of.:the:examination:is: prevented.:(cf.

_ Articlel7bls,paragraph 3psit s o

paying-attention-mostly=to=novelty

B5=2. Influence of the Prior -Art Search.-on: the Specification
5.0

=1+ Pime - for-Conducting -the -Prior Art-Search-« o
. +In- the revised law, amendments ;adding -new mattexr. to.the

specification are no longer allowable. Therefore; unlike
under the former law, adding or changing the embodiments and

Uphem“objects/merlts;-after ~fidingi: the! - appllcatlon ﬁis

restricted.: Accordingly;: it is-necessary:to make. the: -prior

art and the objectSAclear;atathegapplicatlon;fmllngnstage,¢

-‘zConventionai1prior;art'searches;heyeybeenwpgnggqﬁﬁgmmmmwwm_m”:

Jjudge: whether the: appllcatlon or the: request for examination

is necessaryi’ After the revision of: the:patent:law, however;

" emphasis may be put on the .prior ‘art.search-including:the

inventive step search, whereby the body of the specification




n . be "well -prepared and the - 'specification "is' more
substantiated. . ' _ :
It seems -that, in preparing a specification:which duly
reflects the prioriart, the time for conducting the: prior art
search will be shifted to the time before commencement of the
preparation of the specification. It would be desirable to
conduct the prior art search before the'inventors prepare the

:speC1flcat10n draft.

5-2-2, Searcher for. Conducting the Prior Art Search
As mentioned already, it is necessaryto conduct a prior

art search paying due attention to the'inventive .step as well
after the revision of the5patent'Ianﬁ For:engineers ‘in the
R&D department in general, homnver, it is difficult::to
compare. theupropdsed.inventionﬁfromﬁtheiViewp01nt'of an
inventive "step .with prior :art.:.documents. detected: by the
search. fIn“addition;’foricondﬁctingraﬂpreciSé*search;,it=is
Iéquestedithat'the:searchefsfbeﬁfamiliar*withafhefpatent
information system. .0 07 vl LT nL e mnni L _
“As v such,  prior.-. art . searches :under. the:.present
cirCumstancesfrequirevat;unfessional"knOWLedge of: patent
examination practices, thé system for searching information,
etc. Accordingly, it is desirable that the patent department

‘or’ the search company (which hds moreé professional knowledge

than the R&D department) takes theslead?in'the~judgmentﬁof
prior art searches,-partlcularly the judgment: of. the result
‘of the search AN - ' :

5-2-3. How to Reflect the Search Result in the Specification
.. The result of the:prior art search can be reflected in

the specification in the following ways.

a).. . Asa result of the prior art:search, the prior:art can

"be cOrrectly”grasped,ﬂwhereby"the'subject.of*theainvention
-can be made more adeguate. ' When: the result of the search is
_high1y>preciSe§WthereﬁWill be no:concern about the:alteration
of  the ‘body ‘of “the specification. : ‘ ' '
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b) A correct grasp of the prior art as a result of ‘the
“prior “art ‘search can make the ¢claims moré*adéQﬁafé. It is
‘possible to make the coverage of the request for patent clear

before examination.:

6. Conglusions

Firstly in this article; the characteristics of the mdin
‘ddtabases* for ‘patent ‘infoirmation’have been ‘Géompared. * As ‘a
“result, it was made ‘clear’that -EPAT is suitable for obtaining
‘patent information for ‘European countries at an‘early stage,
“that ‘WPI and*INPADOC which ‘inpit patent inférmation from many

'lcountries#arewenitablelfdrﬂobtaining*inféfmationidn*Patent
‘families; and ‘that LEXPAT is’ suitable for obtaining “full
_texts of U.S. patent®'specifications. “ In’-addition;“as
mentioned in Chapter 2, each of_these-databases‘has its own
.featnres-and, if they are utilized after considering how to
make the most of the result; it is believed that a

‘considerably efficient and detailed patent service can be
carrled out. ' |

With respect to patent systems, U.S.A. is the only
country where the submission of information on the prior art
is obligatory, while many other countries such as Canada and
those in Northern-Europe have an obligation to submit status

reports of examinations conducted in other countries.

s Puyrther,; - the EPC—and—manyEuropean-—countries -issue -search-
' reports. '
Finally, a discussion was made on how the prior art
search should be. Comparison was made between cases where
the prior'art search is conducted by the R&D department and
by the patent department and also between cases where the
letter of proposal is merely the inventive report and where
it is the specification draft. Each of them has been found

Eo-Have-Itsown Merits and disadvantages ™ However;=under-the

Japanese Patent Law, which was revised earlier this year,

.where the amendment of the spec;flcatlon. is now rather
restricted, it is necessary to make the description of the
prior art, subject matter, etc. of the specification clear at
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.the : filing stage.  Accordingly, it is believed .-that the
target of the prior art .search will shift from a novelty
search for judging whether the application is to be filed to
a search including consideration in the inventive step with
the object of preparing the body and substantiation of the
specification. Consequently, after revision of the law, it

-is . necessary. to conduct more precise and professional prior

-art: searches.because Search.e's‘f which:include an inventive step

must .now be conducted.. It is . therefore believed that. .the
_department An charge of 3udg1ng the search -result will. -be

.meVlng from the R&D department. to-the patent:department. and
”that the. stage for the.search will change.from .the. time. of
completion of the specification-draft to.-the time. before'

preparation of the specification draft. ..
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'fffj' Abstract.

A survey is done on prior art searches belng conducted by
companles belonging to PIPA Japan Chapter in relation to the
patent applications.:: *Interesting:.results. were - obtained .as
.summarized below: . . ‘ _

3y The-greater-the-number-of-patent-applieations; -the-moresthe i
timing for conducting prior art searches tends to center on the
~ time of the filing of the request for examination,leading to
. their concurrent use as searches beforeapplication:filing.:>
2) The manpower and cost spent per search by the chemical
sector companies are considerably bigger than those spent by the
_companles ‘in. the electric:and -mechanical-sector.
-3) ...In the. case of the companies in the electrlc/mechanlcal
msector, searches are carried oit before thé time of the Fequest
“for examination, and “invalid- patent applications. are- removed
;effectlvely o :

- The\electrlc/mcchanlcal Séctor companles whlch.have searche5ww~~“~w

_-.U.UJ.J.S MbY'z “‘thElI'”":‘paste'nt’““ d"_l.V‘l“S J:‘On /depuL EmeTY t OLF7ar L.D ..L\.Lc = \..'11.1.113
companies tend to be satlsfactorlly'able to remove 1nvalld patent
‘applications. :

T Based on these- results, the companles are to hold a panel
‘discussion on ways of conductlng' prlor art searches at the
f::genera]_ meet_}_ng - s T TR CreLTn sl




1. Preface

It goes without saying that prior art searches are important
for obtaining effective patent rlghts A sufflc1ent knowledge
of the prior art makes it possible to clearly dlstlngulsh-the
invention of a patent application from the prior rart and to
‘obtain a wide and effective patent right. . 3

Cost reductions required for overcomlng the recent economic
recession are a very 1mportant. matter also" to 1ntellectual
property division/departments. ' But it is not an- easy task to
limit the number of appllcatlons Just to reduce costs while still

effectlvely protectlng hlghly sophlstlcated and dlverSLfled"'

technologles. . : :
Against this background PIPA Commlttee No 1 are plannlng_
a panel dlSCLSS1on to stndv on‘the effectlve and useful ways and
~means for conductlng prlor art. searches based.on knowledge of the
actual situation in prior art searches being done by the PIPA
“member companies. I '{
The present report summarizes the results of a- questlonnalre
survey carried out in order to: get a picture.of.companies! prior
~art search usage to be used as basic material for the panel

discussion mentioned above.

f2; Summary of the reSults of the questlonnalre ' 5 :

The questionnaire was sent out to PIPA Japan Chapter member
fcompanles.‘ There -are 71 respondents, of. which:: 37 were in the
fchemlcal sector and 28 1n the electrlc/mechanlcal sector,'whlle

the remalnlng 6 .were:.in- other sectors.
' <Append1x 1> shows the questlonnalre used thlS tlme.,¢;~
The survey results are 1llustrated 1n Flg 1 through Flg 48
iln <Appendlx 2> .0 +Ine the questlons where multlple ‘answers were

'1requlred An order of prlorlty,

'lglven then p01nt, the second hlghest prlorlty;answer (nul)wwmmw

;901nts'..; and the (n th) pornts hlghest prlorlty answer l point.
7The totals are shown as "points obtained".
ThlS tlme, we analyzed tendenc1es ln prlor art searchlng

lmalnly as seen through the number of patent appllcatlons and as-




seen through the rate of publication of examined applications.
This is because the former was théught ‘likely to be & factor that
‘Strongly’ influences how searches -are” conducted, while it ‘was
thelught' ‘that* the 'latter would: be' usefuli'basic material- for
‘studying what are ‘effet:tive ‘ways 'OEE" searching. In -bb'téh ‘cases, as
‘trend dJ.f ferences - between “industry sectors was- antlclpated

| :analym.s was made’ by ‘separating the sectors’into’ two 'groups’ ‘of
'companles, namely the chemical séctor-and ‘the éléctric/méchanical
sector. ‘Now; ‘thé ‘dverall analysis followed by the @nalysis'of

‘number -of patent ‘applications ' and the ‘analysis by -rate of

‘publication of ‘examinéd applications’ are discussed below. i >

3. Overall analysis

‘3-1.Purpose of prior art searches '~ o L nUinnan

Figs. 1 and 2 show a summary of the specific purposes-of

.'prJ.or art searches 1ntended by each of the respondent companles.
Flg 1 shows-“the- purposes ‘as’ of beforé” ‘the preparation’ of
‘specification drafts,while Fig. 2 shows those after the
‘preparation of spedification drafts: The ‘"*specification draft"
fieansan’ draft of “a ‘specifi¢ation: having ah appearance’ similar
‘to a”formal specification of a ‘patent dpplication: ‘Many-of ‘the
questions in ‘the'questiofindire were dividéd into two categories,
namely into before and aftér “the préparation’ of specification
‘drafts.’ The reascn “for “this ‘was”that wé thought there might be

some ~differences :Lnappralsalln ~ghe'*flowof-specification
Préb’a‘i‘:”at’idﬁi} ‘considéring the fact ‘that theré-are two cases where
the specification‘drafts-are ‘directly submitted by the department
‘to which the' inventor ;ibe'l'ohgsi-‘*“ and cases wheréithey dre prepared
7by other départments starting from‘a memo-like invention proposal
‘comJ.ng from ‘the "inventor. - AL e
' There were no'major difference found in the purposeof prior

.art searches between. before. . and .after. . the preparation: ‘of . . .

That™the

spec:lf‘f Iecatt CEEEET T Tt T appa
"judgment on "wH:e‘thej:*éf‘-nOt ‘application should be doné’plays a big .
Edlé*ﬁéféré*ﬁﬁe5§£é§afation of speécification drafts. —After ‘the

”;‘preparatlon ;' “however, -the’ stress. ig ‘niormally fﬁ"(j’-i':vén to finding )

prior-art réferences, to the preparation of claimsvand icreating
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GO e i e b Ay wweladl e il a0 :
o Fig. ;7gjshows; the,hdiggatisfaction- especially - .regardihg”M”M“m

the ’‘story’ of the specification. . s _ _
The  reason why  there. are no, ma]or dlfferences An the

CobjecthGS{Of searches-between,before_and~after_the preparat;on

of specification drafts is considered to be that searches after

.the draft preparation are regarded as supplementary to the ones

conducted before the draft preparation. As is evident from. the

;ent;re,qgeetionnaire,:this is, also=suppqrted by the factﬁthat the

form . -of . the .searches . carried .out..after preparatlon .of -

_speCLflcatlon drafts .is not. clearly reflected 1n the rate of

;publlcatlon of - examined appllcatlons :fThe fact that many

companies make .the judgment. on whether or not.to. proceed with the

lappllcatlon for a patent after ‘the preparatlon of specification
drafts seems to reflect that searches performed before..the
~preparation of specification drafts are often not necessarily

sufficient.

3-2.. Important factors and points of. dissatisfaction. in prior
-axrt searches ‘ e r e o ‘ _..
--Figs. .3 ;to. 5 show what “the survey. found the respondents

xthlnk ‘important.. ln conducting..prior:art. searches‘ It.is evident

that . especially  the completeness of information. gathered.and
speed -are of. importance. :: There are many companies that.nmke

-relatively little of manpower-and cost.

~Fig. 6.indicates: the points. of dlssatlsfactlon felt by the'

';respondents,ﬂln, conducting prior ,art_,searches,..The blggest

hdissatisfaction,liesﬁin,the.intensive,cqst_andgtime requirement.

.vJudgingufromuallathesewresults,ritxganEhejinterﬁreteddthat
'falthough -many: companies. .are generelly,dissatisfied:aboﬁt_the
. ‘'expensive manpower and cost requirements for conducting prior art
searches, they have no intention of riskingxthe.accﬁracyzof_the

searches: by -attempting to make reductions in the manpower and

on~line data base: . searches. In: comparlson with. Fig.: 6,.the
-dissatisfaction :is -mostly due. to the 1nsuftlcrent technical
-skills of patenttsearchers,lnnthe;case_oﬁ,on—llne,data,base

;searches. . On -this point we presume -that this reflects. the




‘difficulty in -performing thorough on-line data base. searches

without - any omission of important:prior art references.

4. " -Analysis. of. tendencies: in. prior art searches as :seen
~‘through the number of patent applications ..

4 1. Timing of searches S s i L
Figs. 8 and 9 show the timing of the searches conducted by

the:companies:in the' chemical:sector:and the electric/mechanical

:sector. . Figs. l0-and 11l show when-the respondents think: it ideal

to: conduct prior:art.searches. The .companies both in the:chemical

;industﬁygeectoriandfinathefeiectriclmEChan;calasector seem. to

think itiideal to:conduct ‘prior:art searches :in the.phase.before

'the*preparation of-specificafidn{draftswapd3beioreﬁthentime-of
:£iling -applications -for::foreign :patents.  Especially,  those
‘fcompaniegﬂnOt;havingtmanyﬁpatent‘applicationsﬁnormallygtendyto
Cconduct priorﬁiart*.eearche5+*inufthe'qﬁhaseﬁ.before;}filing
'applications for patents (that is to.say, before .and ‘after-:the
preparation of.specification drafts). ' ‘
-fﬁItgisAworthy“ofanotex(Fig;éB):thatathe;companies;havingimore
than:1000:patent applications:in:the .chemical:sector are, in most
écaseSVwﬁconducting;~prior: art:searches before: -the time: . when
‘requests for eXaminations~are-filedzf'Thesehcompanies,wh0weqer,
have a wider gap between ideality and reality; they think that
the said searches should be done in  the phase before filing

~wapplications-for-patents = (Figs=10)ii=

~:4,2: Rate -of conducting priérwantﬂsearcheswv

:vaigs;FIQ and&leshow;;separateiyzfornthe;companies;ingthe
‘chemical sector:and the electric/mechanical:sector, the rate-of
sprior art: searches with respect- to - the number of :proposal -of
inventions, ‘preparation of:specification .drafts and: filing: :of
clear ithat: the companies ‘with

requests .for ' éxaminations:s Tt

“many - appricationsTiorrpatentsrareshrtghin~the=rate-of+-econduecting

‘prior "art searches at the time ofe“filing-~the*urequestggfor

”;examinatidns" “We 'presume the: reason:as: follows. -The greater the
number. of:applications for patents, the lower the quality of the

prior ‘art: searches.per application. . This is.inevitable. The
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“survey ‘result is, therefore, appropriate if we. think of the need
to remove invalid :patent . applications -from. being filed- for
examination. Furthef, when compared with the companies in the
-chemical sector, -the rate of prior.art searches: before the time

 of filing requests for ‘examinations "is slightlyehigher.in the

case of the companies in the electric/mechanical sector.:

':4¢3htSearChing-sjstem; Searchers&andwpatentabilityrevalpators*
Figs.. 14 and 15 show:the searching: methods adopted by: the

‘companies in:the chemical: sector and in the electrlc/mechanlcal

“sector. “Especially, it is more:prevalent for the companies with
‘many ‘patent applications in the electric/mechanical.séector to use
'ftheir”cwn“Searchingisystem* ‘This may be: for the reason that they

vhave had to develop their own: in- borse;searcbing-s +em because

Rela v A ) ] e

ﬁcommercialuon-lineﬂdataibaseSﬁavailablewforvsearchlng;purpose'
:were :not sufficiently well developed ..... to’ satlsfy the needs.::of

welectric/mechanical’ industry.- fn e
Figs. 16 and 17 show the-resultsﬁof-thersurvey‘onﬂeearchers
~aﬁdAEigsti18«and;lswonﬁpatentabilitygevaluatorsﬁrespectively in
'ihe-cOmpanies”in*theuchemiceILSector_and:theﬁelectric¥mEChanical
Asector. “The ‘rate -of using-: their: own subsidiary . searching
.organization. -is: higher in-:the acompanlesw;with ‘many. i -patent

‘applications.:

4~ 4. Time and cost involved in searching

Figs. 20 through 27 show separately the time and cost:

- involved in the searches: conducted: by: their .. own..in-house
'searching ‘system -and "through-outside searching organizations
Trespectively'forAtheucaée'of:the:cOmpaﬁies*in“the-chemicalﬁsectOr
‘and in.’ the 'electric/mechanical . sector. . Variations: due to
differenceshin.the number - of. patent. applications and 'in.-the

;tlmlnq of. conductlng ‘prioriart searches is not-evident. However,

1
K
]
i
|
1

“there are differences‘ between the’ two lndustry sectors -iThe

‘manpower -and “¢ost involved prior art search ‘are considerably

‘larger in the case of the companies in the chemical sector than-

“in the electric/mechanical” sector.  This difference: suggests a

+large difference in manpower and: cost burden will exist when: the




number*of"pateht applicationsﬁis”great}

4-5. Analysis’

' Judging from the fact that the gréater the number of patent
appllcatlons, “the higher the'frate**of"éOndUCting"prioriiart-
searches at the- tlme of flllng requests for ‘examination (Figs.
| 8 and 9} is, it is llkely that the companies hav1ng-many~patent'
applications have a history where they were compelled to' conduct
prior art searches mainly at the time of filing requests for

examinations to cope with the growing number of appllcatlons for

patents.
“The ‘chemical sector: companles with more than 1000 patent
appllcatlons tend“to have a hlgher‘rate of conductlng-prlor'art
searches before the time of’ flllng “the’ requests ‘for-éxaminaticns.
_'It is worthy of note’ that these companles consrder that 1deally
" the time for the searches should be sifted to the phasewbefore
filing an application for a patent (Figs. 8 and 10). We supﬁose
this tendency refledts-ah*awarehesthhatfthe*?rior*aft*searches
‘shOuld.fﬁe”*pﬁt-:toééther*”s&bStahtiaIly“vinto**oﬁe"searéhsﬁto be
conducted’ before flllng an’ appllcatlon for 'a patent; considering
'rthe burden’ of manpower “and’ cost 1nvolved ThlS lS because the

larger for the companles in the chemlcal sector than those ln‘the

electrlc/mechanlcal sector (Flgs 20 .to 27y

5:~**Analysis “of”xtendenéiesf’inf“pribr**art'*searcheS‘ias?Lseeh
“therefor’ the rate of publication of" examlned appllcatlons

5-1. Timing of searches ' e
Figs. 28 and 29 show the time when prior art searches are

conducted by the companies’ “in 'the chemical ‘sector ‘andin ‘the

electric/mechanical ‘séctor: Similarly, Figs. 30 and 31‘show the

.-timing they think.it. ideal.to.conduct the ‘prior: ‘art:searches’

EITHE s

_varlatlons due e difrérences In the" rate of " publlcatl

_examlned appllcatlons are not marked

5-2.-Rate of conducting prior art searches -
Figs. 32 and 33 show the rate of prior art searches with
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respect to the number of proposals for inventions, preparation
of specification drafts and the number of requests for
examination. In the case of ~the companies in. the
Zelectrlc/mechanlcal sector, there is a tendency for. the rate of
‘publication of examined applications to be low when the ratio of
prior art searches before the time of filing requests_ for
examination is . low. That is to say,. by the‘prior art searches
conducted: before the time. of filing requests .for examlnatlon,

they -tend ‘to. remove lnvalld patent applications.

5 3. Searchlng method _ .
. Figs. 34 and .35 show the flndlngs of the questlonnalre

regatding,on-searchlng methods adopted by the chemical sectqr

companies. ; nd. .the..electric/mechanical . sector companies.. . The

,var:.at:.ons due “to. dlfference in .the rate of publlcatlon of

exanined, applications are not marked.

;5 4 Searchers and patentablllty evaluators ‘
-Figs. 36 through 39 show the findings of the questlonnalre
Tregardlng .on..the searchers. and patentablllty .evaluators. A
difference, in: trend exists between the. chemical sector: and the
\electr;c/mSChanLcalysector-aIn;the,casewofmthe.lattex.secto;,.qt
.géompﬁnies:retainingdaﬁcertainarétio of publication of examined
applications, there.is .a trend. for prior art searches teﬁpe
conducted by their patent department or outside searching
'“o;ganization;:atherwthan,byutheﬁdepa:tment,tq;which_thefiuventors
in~9ue8tiopybelqng~¢gNoxsuchﬂtendeuqy is, seen in. the.case of the

chemical companies.

5-5. Time and cost for prior art searching. R LT
-Figs. 40 through . 47 . show the.afindiugs of. the . survey

regarding.-the -time -and. cost - involved . in :searches. conducted

- respectively. by their. in-house searching departments and by
‘outside searching organizations in the case -of .the chemical
‘industry companies and the electric/mechanical sectot_companies,
Variations caused by differences in the rate of publication of

examined applications are not notable.. . .
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5-6. Analysis , : . : i .
It is 1nterestlng -that the - electrlc/mechanlcal - sector
companies which utilize their in-house .intellectual : property
department or outside searphing-organization_for_conducting:p:ior
art searches. rather than-the department to-which,the'inventor
belongs are satisfactorily - able to remove . invalid . patent
applicationsas.This may;be-becausegthe.skill of the: searchers
“reflect.more on the quality of sem:ches. than - in the case.of the
Chemical;ihdustrY;companies.as;more.key-Words.a;e:usedfingthe
on-line data base. However,it is not clear. S _ -
....»It became clear  from the  responses..to the questlon on who
should -ideally -econduct: prior .art. searches:that -many. .companies
expect  them. to be conducted more. than: before by the.department

to which: the inventor belongs. (Fig.: 48). B X
Summar1z1ng the results as mentloned above,it can be sald
that although many companies would like to Shlft the burden of
conducting prior art searches to the department to which the
inventor in gquestion belongs, there might be cases where the
quality of prior art searches cannot be ensured in the case of
- the electric/mechanical sector companies in which prior art
searches are conducted by that department. This may suggest that
thorough training will be required when shifting the searching

work to inventors.

6v—Conclusion
The overall impression we obtained from the results of this
‘questionnaire was as follows: '
 The greater the number of patent applications, the more the
_Prior'art searches tend to be conducted at a time close to that
~when reguests for examinations are filed, so as to have them done

‘concurrently with the searches to be done in the phase before

_“filing'appli ations for patents. In this case the searches are

fthie
invalid patent applications are removed effectively. However,

regquest-for-examinationy-and

carried oit=before=thHe tiie=

a strong reSLStance does exist in the case of the chemical sector

companies to maklng use of the searches conducted before the time

of filing requests for examinations concurrently with the ones




to be conducted before the time of filing patent applications,

since the manpower and ‘Ccost per search are"large. It will be
interesting -to see that direction the chemical companies aim at

'in the future for conducting: prior art searches.’

“Many companies would like’ to shift'the task for conducting

prior: art searches “to the department: to which the inventor

belongs. However, there might ‘be cases where the quality of prior

art searches’cannot be ensured if the task is''so simply shifted.

It ‘will be necessary to glve thorough con51deratlon.before maklng

_any such transfer.

“To' ratlonallze searchlng tlme, searchlng rate and searchers
is-an-effective means to-eliminate wastefulmpatentvapplicatlonSa
In ‘other ‘words, the significarice of prior’' art ‘sSearches will
further be enhanced by their being:carried out:more rationally:
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<Appendixl>
Questionnaire =

Committee No.1, PIPA K
<Please note the following before answering the.éﬁéstionnéire;> p

1. The follow1ng terms used in this questlonnalre shall have the
..meanings. as.set forth below..
(1) MPrior art search™ shall mean a: general patent search
. conducted before the filing of ‘an @pplication for a’ patent.
o However,'state—of the—art searches and patent 1nfr1ngement
clearance searches shall be ‘excluded: ‘
(2) "Rate of publication of examined applications" shall
represent a value given by the following formula pursuant to
_the. AP 80 .of the. Japanese Patent Office: . ... T

The number of examined applications
decided to be published (!

e - - X 100
. The.number . of - = "« oy Joont o0 0 The number:of applica-. '
examined The number of “tlons withdrawn or
“applications = 4 = applications -+ ' abandoned during
decided-to @ . < finally refused | - * examlnatlon‘“

‘be published

"and shall hereinafter be abbreviated to the "raté of
publlcatlon".

(1} The number of examlned appllcatlons dec1ded to be _ k
+ +- rpublished.is a totalnumber:obtained by adding the number}
of rexaminedapplications. decided-after:an ordlnary '
examination.:to :be . published; and the:number:of - i
appllcatlons decided after a preliminary examlnatlon
. to'be published, to’the number'of applications dec1ded
after an examination by the Department of Appeal to be
published. However, applications which are once dec1ded

“.to be-published but are’ flnally refused.based “on: a
taprotest filed+by a third party shall . be. excluded.
*-Preliminary examination - is~an examination-of an.
application once refused by aniexaminer;: conducted by
that examiner prior to an examination by the Department
-~ ~of :Appeal :in ‘case-an .appeal ‘brief-is filed-by‘the . 7.
v+ [ -applicant and amendment: is.made ‘on the application.-
2} Applications withdrawn or abandoned *"during examination"
shall mean applications withdrawn or abandoned “after the
notification of reasons' for refusal" or."at an lnterv1ew
(3) “Number of patent searchers® shall be the number of in- house
_technical staff who is engaged exclusively in patent searches,m“

OrGanizations SHATI be excluded. "However, 1f YOUur comp
has a subsidiary company which specializesin patent’ searches,
please include the number -of technical staff engaged 1n
patent searches in that subsidiary company:: ‘@ -~
~(4) "Averadge search time" shall mean a period of tlme spent from
the start of a search to the completion of location of
relevant -references and study of ‘such references -located.:
{5) “Proposal of invention" shall mean to present and disclose
 the critical ideas of an invention by, for example, _ ‘
.submitting:a:brief report of about: one A4 ‘size paper or
. research notebooks, or-instead, making an oral:report.
...Please note that “it shall also include the cases where the
-.outline of an invention is disclosed in informal meetings.
(6) "Invention report" shall mean a report._briefly describing the




3.

critical ideas of an invention, organized into about one A4
size paper. It shall not take the form of a specification.

(7) "specification draft" shall mean an original draft of a
specification of a patent application. It shall take the
form of a specification.

. When answering the questions in Section I “General Matters",

Please note that flgures representlng Company—w1de statlstlcs are
required.

When answering Question (6) “Whlch industrial category does -your
company belong to?" and-Question. (7 ). “What role do. inventors. play

.in your company in preparing a specification" of Section I,

I

(l)

‘3(2)

(3)

(4.

please note: that a main business or work performed by your
company or by 1nventors should be consrdered _

General Matters P

How many national patent appllcatlons were filed" by your company

in the year 19937

{1 0-299 [J 300-499 [] 500~ 999 [] 1000 2999 [] 3000-4999
] 5000 or more i

-What- percentage of the natlonal patent appllcatlons are- flled
afor forelgn patents’ o A

'DO3% D35% []510% .1020% [12030;
[ ] 30% or more .

How. large is the rate of publlcatlon of your company 1n the
year 19939 _ .

] o- 50 % [] 50 65 % [} 65 80 % [] 80 % or more

How many technlcal staff is- engaged in: the patent/utlllty model
applications filing-and maintenance practices in:'the :

: 1nte11ectual property lelSlon of your company"

[105 [1610 E]llZO Dzlao [13150 EISllOO
[] 101 or more .

'+ Those technical staff engaged exclusively in the patent/

utility model-applications filing and ‘maintenance practices
shall hereinafter:be abbrevmated to the “appllcatlon
: admlnlstratlon staff" e ST ‘

"How many patent searchers (1n—house technlcal staff engaged

‘exclusively in- patent searches) does your 1ntellectual property

' ‘~division. have7 i

7 0-5- [ 6-10 [; 11 20 EI 21 30 [] 31 50 D 51 100
a;-[] 101 or more - :

wigjm

TWhlch 1ndustr1a1 category does your company belong tO’:nJ-

EE% Mechanlcal/Metalworklng 1ndustry

(7)

Electric/Electronics 1ndustry
Chemical 1ndustry : L _
Others - T T R T I TR R -. Sy

What role do 1nventors play in your company 1n preparlng a
gspecrflcatlonﬁ _ . . :
Preparatlon of 1nvent10n reports/proposal of 1nventlons
‘Preparation of invention -reports and. specification drafts
- Preparation of spec1flcat10n drafts only: (Preparatlon and
s submission of 1nventlon reports are left to 1nventor s
discretion.) . : P T

a
b
c

4—\’-..’-..
w—t\-"-—l
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If you check the block (a), it is unnecessary to answer the

. questions in Section IV “"Matters related to prior art searches

conducted after the preparation of spec1f1catlon drafts but

-rbefore the filing of patent appllcatlons SRR

If you check the block (c), what is the percentage of the
specification drafts for which 1nventlon reports have submltted
beforehand?

0-%‘5020% (]2040% E]4060% .6080%

[ 80-100

'MmIf you check W %u; it is unnecessary to answer the questlons in

Section III “"Matters related to prior art searches conducted

,before the preparatlon of spec1f1cat10n drafts"

:Does your company conduct patent searches at the start of new
eprOjects/product developments"“ . Lo :

[ Yes . O ¥

'O other ( ! | h 'ffjffeie } )

II.

‘(l)

(2)

General Matters Related To Prlor Art Searches

Does your company conduct prlor art searches° '

[j Yes, at least for 1mportant issues.- Ll mnen Lo
[] No (Reasons _ , )

If you check “No" 1t 15 unnecessary o answer the questlons
(2) through (8) in this section. .

When does your company conduct prior art searches°
(Please select 4 phases or occasions in which prior art

...searches are most frequently:conducted, numberlng the followrng

blocks in the order of frequency.)

:1%% The phase before the preparation of specification drafts

The phase from the completion of specification drafts to
the filing of applications for patents .

When applications for: foreign patents: are to be- flled

When requests for examinations are:to be filed = -

When 1nterv1ews w1th examlners are to be held :
“Other (- Beosrer bl teren mridt romobebh e o f;ﬁp t )

When should prlor art searches 1deally be conducted’ ;
(Please select 4 phases or occasions in which prior art

' searches should ideally be conducted, numberlng the follow1ng

' blocks in the order of prlorlty )

"E: The phase before the preparatlon of specaflcatlon drafts

1] The phase from the completion of specification: drafts to
: 148 .comp] ]

T When applications.
EE When requests for examinations are to be filed

L (4)

BN

T

or-foreign patents are to be filed

When 1nterv1ews w1th examlners are to be held _

What do you thlnk about prlor art searches’ If-you feel
dissatisfied with the current prior art search practices
rendered, please check one or more applicable:blocks. =

No efficient searching system/tool is-available.:

+It: is: too. costly to:conduct: aprior.art:search.:..i

Prior art searches require much time and:manpower.

~The  search' result is-insufficient in its-accuracy. It is
often found that some of relevant references are not located.




[jiij

(5)

-Due to the insufficient technical skills of our patent
searchers, it is dlfflcult to obtaln a suff1c1ent searchlng
accuracy.

Although our own systems/tools are avallable for prlor ‘art
searches, the maintenance of those systems/tools is costly

O There is nothing to complaln of.

If your company conduct online database searches for prior art
searches and if you feel dissatisfied with the current: online

' database searches rendered please check one or more appllcable

“sblocks.
Onllne database searches require much tlme and. manpower.
It is too costly to conduct an online database search.

IjDD _J

(6)

‘The search result is insufficient in its accuracy. It ig
often found that some of relevant references-are not located.

[[] Due to the insufficient technical skills of our patent
gearchers, it is difficult to achieve a suff1c1ent searchlng
accuracy. L

[] Other (A deflnlte answer 1s requested ' o )

[] There is nothlng to complaln of - S

If your c0mpany uses 1ts own systems/tools for patent searchlng,
please answer the following questions. - _

C) Does your company have its own searchlng systems/tools

developed independent. of other systems/tools ava:Llable'J

Yes o _
~No (Reason- T T R SR

f'If you check “No" it,is.ﬁnnecessary‘to:answer'the Questions

{2+ In what form are your company S own searchlng systems/tools

DDD

-~ maintained?:

] Printed documentst(lncludlng mlcrofllms)
L] Electronlc 1nformat10n

@ what do you thlnk is the orlglnallty of your company s own
searching systems/tools‘P (You may check one or more blocks,
if appllcable ) : S o 'Hg ST B

‘[[] They are collected coverlng 1nformat10n of our ‘own -
interest,
They are cla551f1ed under our own cla551f1cat10n system.
.They have. our own summarles/abstracts..
L"V Other ( ! . LT

‘Other (A definite answer is requested : : . )

C)TWthh d1v151ons/departments prov1de those searchlng systems/
tools? : :

Research and development-lelSlons/departments i
Intellectual property d1v151ons/departments : ‘
Other ( _ 5 e L)

® Who can use those’ systems/tools°

Every emplovee - '

Limited employees belonglng to partlcular lelSlonS/

- departments :

[] Employees beIOnglng to searchlng d1v151ons/departments
only - :




(7) What is changed with prior art’ searches by the 1994 amendment’ to
the Patent Law? Does your company have any plan to change the
current prior art searching practices? “+i - _

) Yes (Please ansier vhat is/will be changed, )
1] ¥o |

{8) If a decision is made based on a prlor art search result that no
appllcatlon should-be" filed- to cover-a’ partlcular invention,
does your company modify the relevant prOJect/product
~development strategies?-

O ves (xn what case, for ezample? . o ) R

- III. Matters related to prior art searches conducted before the
preparatlon of spe01f1cat10n drafts S o

The questlons in thls section relate to the prlor art searches
~ conducted- based on': 1nventlon reports before preparlng L

'(1) On what percentage of -the 1nventlons proposed are” the prlor art
“searches’ conducted? ™ ¢ L

ll 35 and u to 65 s excl.

Over 0 and-“tp 'to 35 %excl.’ :
0 % Reason ] Because a_ prlor art search is in- general
' conducted after a spe01flcatlon draft is
prepared '

] other (-

E% 100 $ [J 65 and up to- 100 i excl

If you check any of the blocks other than "100 9" and u0 %“
“for- what 1nventlons does your company conduct prlor art searches7

,[]“Inventlons that are-likely to be:- used in' outr new: products
[] Inventions of which an application will be flled foria’
foreign patent

[[] inventions that fall 1n a partlcular technlcal fleld rf
[ ] other ( : : L )

(2) Who conducts prior art“searches’génerally? +*

C) ‘Who" requests prlor art searches’

_t] D1v151on/department whlch the 1nventor belongs to .
L [] Intellectual property lelslon/department

C) Who conducts prlor art searches°

O Inventor/other staff of the lelSlon/department Wthh o
cewihossAhe tnventor -belongs to v ¢ S s

E% Application administration staff o
i~ In~house“patent searchers ; RS

[ ] Subsidiary searching” company

‘[) outside- searchlng organlzatlon

@ Who ‘evaluates the: patentablllty of an 'nvent.ron‘>

(1 D1v151on/department which the 1nventor belongs to
[ | Intellectual property-division/department




(3)

.By..whom should a prlor art search be. conducted 1deally°

' Cj'Who should request prlor art searches°.

‘ ()“Who should evaluate the patentablllty of an 1nvent10n°

m 1‘3‘; n ED

sy

s important, numberlng the. follow1ng blocks in the; order of

] pivision/department which the inventor belongs to
[l Intellectual property lelSlon/department :

@ Who should conduct prlor art searches7

1[] Inventor/other staff of the dlvrslon/department whlch
the - inventor belongs to : . B

[ Appllcatlon admlnlstratlon staff

| | In-house patent searchers

Subsidiary searching: company, .

Outside searching organization

T

DlVls1°n/dePartment which. the. inventor belongs‘to:”
Intellectual property dlvrslon/department

What is the purpose of prlor art searches7 Please select 4
blocks numbering them in the order of. prlorlty : o

.To evaluate: the patentablllty of . lnventlons

To £ind prior art references that should be. stated 1n the
-specrflcatlon

> To-evaluate: inventions. :

To utilize the results in preparlng clalms of the
..specification- - o

-To utilize-the . results in. framlng the outllne of descrlptlve
portion of the specification: . ..

To comply with the IDS requlrement

What do you thlnk are the 1mportant factors in conductlng prior
art searches? Please select 4 factors which vou think

lmportance

[] Cost.

{6)

C]_By u51ng our company s own searchlng system/tool

”The follow1ng questlons relate to general patent searches.

'E} Saving of manpowers of employees

Speediness
[L] Completeness of:information gathered .. . .

By what method do you conduct. .prior art searches generally?

'Please number the followrng blocks in the order of frequency

E% By manual searchrng of publlcatlons such as patent literature
By online outside database searching using, for example,
PATOLIS

(D what kind of 1nformat10n source do you search'p ;You may‘check

one or more blocks if appllcable.;

[ Patent/utlllty model publlcatlons

[} Technical documents other than patent. llteraturef
[} Product manuals and catalogs

@ Do you llmlt;the‘search perlod?

Yes (How long is it? . )
No ‘
[ ] It depends on circumstances.
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C) What. countries/bodies do. you: cover. in-patent- searches7 You
may select One or more blocks if appllcable

[ Japan D wsa [ Eec C] Germany
[ | other ( _ " ‘ )

(8) How long does it take in average to conduct a prlor art search°

C) In case your company conducts a prlor art search

- 30 min. B [] 30- 60 min. | [] 60 120 min.
120-180 min. _ [] More than 180 min.

C) In case you order a prlor art search from an out51de
~:isearching-organization: (Please exclude_the tlme spent by the
~searching organlzatlon 1n searchlng ) ‘ ;

] - 30 min. [] 30 60 min: f“- [] 60 120 min.
[] 120-180 min. - [] More than 180 mln

(9) How much does 1t cost in average to conduct a prlor art search?

(D In case your company conducts a prlor art search (Please .
exclude’ the. labor: cost ) .

[] - ¥ 3,000 g_—_|¥3ooo—¥5000 [j¥5ooo"'-¥10000 :
) ¥:10,000:~:F 20,000 {7 More than ¥.20,000:: (5

- (® In case you orderia prior art-search from anhroutside
searching organization (Please include. the searchlng fees
charged’ by the searchlng organlzatlon ¥ L

O - ¥ 20,000 [}¥20000~¥50000
[] ¥ 50,000 - ¥:100,000 -+~ [} More than: ¥_100 :000:

(10): Which division/department:- malntalns the prlor art search
results? ; . Pomnirimes

: F% Research and developmentﬁdlﬁiSlon/department'
Intellectual property division/department: -

. (Including the maintenance.of appllcatlon papers flles)
[] Other (

Iv. Matters related to prlor art searches conducted after the
preparation.of- specrflcatlon drafts but before the flllng of
patent applications Lot PP Gl DLl

:The: questlons in"this secticn relate’ to-the: prlor art searches
conducted based:on: specification drafts prepared. ey

(1) On what percentage of the inventions:for:which- specrflcatlon
srdrafts-are: prepared are:the prior- art searche

[171007% [] 65 and up to 100 % excl.
~ E% Over: 0 and-up:to 35 %-excl. = ~wioioiw w Pt
0% Reason { ] Because a prior art search is in- general
e s ~conducted’ after a spe01f1catlon draft: is
~ - prepareds- i s R T e : e
[ ] Other- (= : w0 i e N R [;. )

If you check any of the blocks other than “100 " and "0 %",
for what inventions does yvour company conduct prior art searches?

['] Inventions for which no prior art searches are conducted.

1] Inventions for which inadequate searches are conducted
before specification drafts are prepared

[] Inventions that are likely to be practiced




L

Inventions.of which. an appllcatlon w1ll be filed. for a -
foreign patent

Inventions that fall 1n a partlcular technlcal fleld

- Other ( .

(2) Who conducts prlor art searches generally?

O

@

'| || |fv§ ‘o |.

Who requests prlor art searches’

] D1v151on/department which the 1nventor belongs to -
[] Intellectual property d1v151on/department o

Who conducts prlor art searches’

[] Inventor/other staff of the lelslon/department Whlch the
_inventor belongs to. -

Application admlnlstratlon staff

In-house patent searchers- :

Subsidiary searching company

Out51de searchlng organlzatlon

o} evaluates the patentablllty of an 1nventlon?

D1v151on/department which. the 1nventor belongs to
Intellectual property lelSlon )

'whom should ‘a prlor art search be conducted 1deally7

Who should request prlor art searches?

'E% D1v151on/department whlch ‘the: 1nventor belongs to

Intellectual property d1v151on/department

Who should conduct prlor art searches? -

ii[L]+ Inventor/other staff of:the lelSlon/department whlch the

inventor belongs to

[ ] Application administration staff

[ | In-house patent searchers -
[ | Subsidiary searching company

' i[[] outside searching organization::

- ®

Who should evaluate the patentablllty of an 1nventlon7

”[] D1v1510n/department whlch the 1nventor belongs to

[] Intellectual property division

[(4) What is the purpose of prior art:searches? Pleasé:select’ 4
blocks numbering: them in the order of.priority. ool

~To evaluate the patentability of inventions: ek
~To.find. prior. art references ‘that: shou d be stated 1n the

A\rspeclf lcatlon PRERY e : : e : e T e S T
~To-evaluate inventions

To utilize the results 1n preparlng clalms of the

specification. - ' '
“Toutilize the results in framlng the outllne of descrlptlve

portion of the specification :
To comply with the IDS requirement -
Other ({




(5) what do you think are the important factors in conductlng prlor

art searches? Please select 4 factors which you think’
important, numberlng the follow1ng blocks 1n the order of

“importance.

T Costs

{8

'-[] By using our company's own searching” system/tool

-L;(7y?

| ! Saving of manpowers of employees

‘Speediness
Completeness of - 1nformat10n gathered

By what method do you conduct prior art searches generally°

. please number the follow1ng blocks 1n the order of frequency

_ _[]_By manual searching of publlcatlons such_as patent llterature
LBy onllne out51de database searchlng u51n = ‘ ;o

- -PATOLIS

The following questions“relate'to*general'patent searches;

.fC)ﬂWhat klnd of information source do you search‘p You may check

(8).

‘one’ or more blocks if appllcablel -

~ Patent/utility model publlcatlons
LI Technical documents other than patent llterature
:[]fProduct manuals and catalogs';f ;;{‘_Nh_“} S

ﬁ_pouyou llmlt the search perlod7 e ey

No : o
It depends‘on c1rcumstances

ﬁW§§AYES (How long is it?”

().What countrles/bodles do you cover .in patentrsea 'hes° You

may select one or more bBlocks if appllcable

Japan _E]wUﬁA,J..Jﬁ,_E],EPCg - [] Germany o
Other ( - 77 0w C )

How_long.does.it take. in. average to_conduct a’ prlor art search7ﬂ

- @ In case your company conducts a prlor art search

[ ] - 30 min. ] 30 60 min. [] 60-120 min.
[ ] 120-180 min. O More than 180 ‘min.

(@ 'In case you order a prlor art search’ from an’ out51de

searching organization (Please exclude the tlme spent by the
searching organization 1n searchlng ) S :

- 30 min. ] 30-60 min, ."f[] 60= 120 min.
.120-180 min.. . """ [7] More than 180 min.

(9)

How much'does it cost“in*ayerage'to”coﬁduCt“a”priOr'art search?

@D 1In case’ your company conducts a prlor art search (Please
exclude the labor cost.)

[ =% 3,000 *“[] ¥'37000% ¥'5,000" 3 ¥ 5,000 = ¥ 10,000
[J ¥ 10,000 - ¥ 20, OQO- B E],More than ¥ 20.000,-n :

@ 1In case you order a prior art search from an outside
searching’ organlzatlon (Please lnclude the searchlng fees
charged by the"searching organization.) "7

] - ¥ 20,000 ¥ 20,000 - ¥ 50,000
(] ¥ 50,000 - ¥ 100,000 More than ¥ 100,000
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(10) Which lelslon/department malntalns the prlor art search:

; (2)

"results°

Il ReSearch and development divisiOn/department
[ | Intellectual property division/department
(Including the malntenanCe of appllcatlon papers flles)
[ Other ( _ ST S : )

Matters related to prior art searches when requests for £

‘examinations are to be filed.

;;The questlons in. thls sectlon relate to the prlor art searches
‘when requests for examinations are to be filed.

Li*fi)'On what percentage of the. 1nventlons for whlch it is dEClded

~ whether requests for examlnatlons are to be flled are. the prlor

art searches conducted?

100 % [] 65 and up to 100 % excl._ [] 35nand.up t0-65u%-exc1.
"Over 0 and up to 35'% excl. R S

1 0.% Reason: [ ] Because a prior art search is in -general

‘conducted after a sp601flcat10n draft is
prepared.
[] Other (. R e T S )

If you ‘check any ‘Of the blocks other than "100 %“'and 0 g",
for what inventions does' your company ‘conduct prior art searches’

Inventions for wthh no prlor art’ searches are conducted.
Inventions for which inadequate searches are conducted
before specification drafts are prepared e T
Inventions that are likely to be practiced . :
Inventions of which an application will be filed for a
foreign patent . o
”Inventlons that fall 1n a partlcular technlcal fleld "

Other ( )

Who conducts prior art searches generally?
() Who requests prior art searches?

[ ] pivision/department which the inventor. belongs to -
[] Intellectual ‘pProperty d1v1510n/department )

C) Who conducts prlor art searches?

[] Inventor/other. staff of the lelSlon/department whlch the
. inventor belongs to .. U 3

[] Application ddministration staff
, In-house patent searchers

[ ] Subsidiary searching company

[] Out51de searchlng organlzatlon

(3)

C) Who evaluates, the patentablllty of an. 1nventlon°.

. D1V1510n/department which the inventor belongs to -
Intellectual property d1v151on ' o

By whom should a prlor art search be conducted 1deally?
) Who should request prlor art searches’ ”

M D1v151on/department which the 1nventor belongs to
- [ Intellectual property lelSlon/department o




. (3 Who should conduct prior art searches?

“(4).

(5}

BN i:li“i 0 1

] Inventor/other staff of the division/department which the
inventor belongs to

[ -Application administration -staff

[} In-house patent searchers

[ ] Subsidiary searching company

,[] Out51de searchlng organlzatlon

() Who should evaluate the patentablllty of an 1nvent10n7

Ll DlVlSlon/department which the inventor belongs to
[] Intellectual property division S D T

What -is the purpose of prior art searches? Please select 4
blocks numberlng them in the order of prlorlty

To evaluate the patentablllty of lnventlons S i
To find prior art references that should be stated in the
rspecification 7 L L :

To evaluate: 1nventlons : SER IR i

To utilize the results in preparlng clalms of the
-specification o

‘portion of tHe -specification:
To comply w1th the 1Ds requlrement
Other ( L o

What do you thlnk are: the 1mportant factors 1N i conductlng prlor
art searches? Please select 4 factors which you:think-

"_1mportant, numberlng the follow1ng blocks ln the order of

[ »Cost

importance.. -

Sav1ng of'manpowers of employees ”‘”:m R

- [] Speediness

o 6).

Please number the following blocks in the order of frequency.

I | Completeness of 1nformat10n gathered

By. what ‘method do you-conduct prior art searches generally?

By manual searching of publications such as patent literature
By online outside database searchlng using,- for example,
PATOLIS

[0 By using our company's own searching system/tool

+{7)

The following questions relate to general patent searches.

C) What kind of information source do you search? . You may,check
one or more blocks if appllcable.

Patent/utlllty model publlcatlons.
it

sTorutilize “the: results in framlng he outllne of‘descrlptlve o )

@ Do you limit the search period?
.f[] Yes (How.long Je ARP e e e e a . : )
[] Mo

[ ] It depends on circumstances.

(® wWhat countries/bodies do you cover in patent searches? You
may select one or more blocks if applicable.

Japan {1 usa ] EPC [l Germany
Other ( )




(8) How long does it take in average-to conduct a prior art search? k
C) In case ‘your company conducts a prlor art search

- 30 min. ] 30- 60 min. - [] . 60-120 min.
120-180 min. : [] More than 180 mln

® 1In case you order a- prlor art search from an- out51de
searching organization (Please exclude the tlme spent by the
searching-organization:in:searching.) T .

2= 30 min. [] 30 60 min.. o []60-120 min.
120-180 min. i 1] -More than 180 min.

(93 How : much ¢ does 1t cost 1n average to conduct a prlor art search’

C) In case your company conducts a prlor art search (Please o
exclude the labor cost 3O ol R .

‘-¥3ooo' []¥3ooo—¥5000 |:|¥5000—¥10000
¥ 10 000 - ¥ 20 000 [] More than ¥ 20 000 ° |

C) In case you order a prlor art search from an out51deff
wugearching ‘organizaticn (Please :include the searchlng fees
charged by the searchlng organlzatlon ) :

- ¥ 20,000 " ¥ 20, 000 - ¥ 50 000

¥ 50, 000 - ¥ 100 000 ' More than ¥ 100,000
w(10) ‘Which: d1v151on/department malntalns the prlor art search

qresults7

Research and development lelslon/department
Intellectual property division/department '
(Including the mazntenance of appllcatlon papers flles)
U] Other ( : iyg . 8 o

- Thank you'for‘your’ cooperation
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I. Introduction P

In the patent' strategy of these days, it is important to develop an
active strategy utilizing one’s own right as a weapon both domestically
and internationally from the viewpoint of maintaining a priority of -
one’s own products and entering into a favorable license business. -

In this sense, it is required as a matter of coursethat claim and
specification are prepared taking a specific product into:consideration,
and it will be further required, early in the‘stage‘Of acquiring a right,
to take necessary means for favorable development of legal proceedlngs
con51der1ng a 1nfr1ngement suit,: ' B ' o s
" In other words, it is extremely 1mportant to understand what is
':1nterpreted by the courts on claim and specification in: the ‘actual
cases-of : infringement suit, and then prepare ‘¢claim and" sp601flcat10n
based on such understanding. Bl ¥

. In this-article; first:a: ‘recent trend of* 1nterpretat10n put by courts
on claim and spe01f1cat10n is reviewed by plcklng up a number:of cases
of 1nfr1ngement suit filed in-past three:years:in:which point:at issue
was interpretation of claim and specification, and then matters to be
kept in mind at the time of preparing claim in the stage of acquiring a
right are discussed by picking up noteworthy cases and analy21ng them
‘in-detail. oy L
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[. Cases picked up in which point at: issue was:interpretation of what
is described in claim or specification from among those of*infringément
suit judged in the past three years, and analysis of ‘trend in the o

: Judgments S

1. Cases picked up: : :
- 165 ‘cases ‘in which point at issus:was intérpretation: of ‘description
3 of~claim'chSpecificationiafefpiCkediupffrdmﬁamong?the5casésﬁrépéfted
*“in the past-three years (from January, 1993:to April, '1994) by “The
* Intelectual Property Judgment Digest” published by the Indistrial -
Property-Related International ‘Coopération and Training:Center of The
#Japan-Institute of Invention and Innovatlon, and cla331f1ed 1nto the
5tfollow1ng research ltemSJ_fizf“?”V Fonmnl ot im Ui ompdeeon sk
“-Research items: :
(1) Win or loss of the:proprletor in lawsult.
(2) Class1flcat10n of the: ‘proprietors: 1nto natural person proprletor,'t
Y ovérseas: “proprietor, and Jurxdlcal person proprietor. '
(3) Subject mattersiof ‘right are cla331f1ed It the follow1ng 45
5710 industrial categories: i e
@:mechanical @ -electrical @ ‘chemical and material ‘@ system
¥ The “systen” means something of which inveritive: step ig acknowledged
in the organlc a33001at10n or comblnatlon between one apparatus “and

another s <iu =8 Bad ianaabysroda ot me it bodon
(4) Whether it is a method claim.

2(5).Points. of: gudgment by,the courts are claqqlfled 1nto follow1ng 6
ﬂ._?"'—categorles SEEEIN I CE T N S N S E SRS RS e PSR
D Cases-in: whlch there was'a: distinct difference between ‘the
COmpos ing elements descrlbed in ¢laim-and ‘the defendant’s preduct
@ Cases" in which the invertion was restrlctlvely ‘interpreted
””."con31der1ng the detailed descertlon-of-the inventionand’ known
~literatures ‘because-of indefinite or vague expression of "‘élai'tri. -
() Cases A Whlch ‘the “invention was: restrlctlvelya1nterpreted

descriptionts be considered or beca se
:‘there was no neéd: 6f .considering-such description) ‘ ‘

@ Cases im-which doctr1ne ‘of equlvalents WaS - applled to’ the S i

descrlprtlon of relaim
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-® Cases in .which doctrine of equivalents was not applied to the
~-description of claim. . ‘ , ~ ' 5

() Cases. in which ‘composing elements of clalm were admltted as they .
were.

2._Ana1ysis of trend in the judgments: _ R R T
{1) Percentage by industrial category: ..- - .- - - .see Table II-1 -

~-{2).-Percentage by -natural-person proprietor,: overseas proprietor, - -
.- and juridical persom proprietor:: . .- . . .;aﬁsee_Table I-z
(3) Percentage of method patent: B ...~ see Table 1I-3 '
() Porcontage of propriotor’s win or losst
(D Percentage of win or loss of -all;-‘proprl-etors,. : . see Table II-

I-4

@ Percentage of win or loss of domestic proprietors: :see Table II-5
@ Percentage of win or loss of overseas proprietors: see Table II-6
(5) Percentage of win or loss by industrial-field: . ..

—.-(@.-Percentage of probrietor’s win or- loss~in the field of -

material-and . chemlcal industries: - o anees see-Table I-7
@ Percentage of proprietor’s win or loss in the fleld of - - v
mechanical industry: i 0. SEe Table I-8
(8) Point -of -the:judgment given by the court. in: a33001at10n with
foonoothes descrlptlon of .claim: : g;g Ui e 868 Tab1e¢l1f9
Matters to be noted from the aboveﬁdescrlbed analyszs are.as:
follows:

+ @ Actually.it is presumed that, a large number of ‘cases were. settled
in the form of compromise without resulting in a judgment by court.
~ Such cases-as. compromised in:the course.of- proceedlngs are not
.reflected in the analysis-herein, : L ‘

C) It-is presumed that most of claims belng subJect to: the analy51s
‘herein were prepared and-filed on the pr1n01p1e of “one application
fop,one.lnventxon, enforced: up to 1988. ‘As:a result, -it. may be
said that any judgment by court.given after the. introduction of =

mllltlpl {67 tyo £-elains '-‘3?-ifS"f‘j-nG;t'. P f-lﬂe"C. todinth eanalymsherem. e A e

- @ Most of the juridical precedentsfare,ef,mechaeical:£ield;mehis

- is because mechanical invention is easy to recognize visually and
therefore easy to find an infringement. »It»is,~however,-te-be :
noted that there are a large number of cases. in‘which proprietor
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lost his suit. This is because there might be certain cases in
which courts tend to interprete the scope of the invention more
restrictively than the"literal expression of calim in their
judgment. For example, in the case that an alledgedly infringing
party has exhibited any prior art in the legal proceedings, since
substantially one claim disclosing one invention'was'permittedfto.'
be described at that time, it might be necessary for the court to

' ‘“qulnterprete the clalm excludlng therefrom what was- dlsclosed in the

C) Percentage of proprietor’s win is high-in the field of chemical
~and ‘material: -industries. ' It ‘is necessary to. rev1ew and ‘study-this

.strend<by analyzing every:case of juridical precedent in more detail,
* «It'may be ‘said, however, that, in the judgments by the courts, the
3 ﬂcomposing'eiemeﬂts*of’ﬁhe'inventibn3in“thesé°indUStrial categories |

tend to be 1nterpreted a little broadly as compared w1th those of o

'~ the mechanical field in which 1nvent10n is easy to recognlze
visually. il SRS

® In Japanese courts, - the ‘doctrine of equivalents’is merely treated

as just one of a number of theories,‘and:therefore: it is“generally
understood that there may:be a case to which this doctrine is: -

- .exceptionally applied if circumstances require..:Thus;<there is no
sonvcaselatiallt in which the doctrine of ‘equivalents is positively:

adopted in the judgment of infringement:suit;:In'fact; there:is
Only"one”case"iH"DaSt'three“years“in"which'the doctrine"ofE"-
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II. Analysis in detail of the cases worthy of note

Case: The Tokyo High Court H6.2.3 3(3)1627
“Endless Slide Ball Spline Bearing”.. -

1. Outline of the case . - -
(1) ‘History of the case S N
i~ The: appellant.THK Corp flled an: 1nfr1ngement suit: before the Tokyo

District Court based on their Patent No. 999139 (“Endless Slide Ball
. .Spline Bearing”, the Patent Publication: (exam1ned) No.53-22208) |
.- against TSUBAKIMOTO SEIKO-CO., demanding an injunction orderto
,z;;f‘dlscont1nuetact”of,suoh_1nfr1ngement,and-so on. - The:demandwas,
.-+ however, dismissed: . (858.(7)12677) . This..case ‘shown:below.is:an

.o -appeal filed by THK.Corp. :before the Tokyo: ngh Court demandlng a

e revocat1on of - the or1g1na1 Judgment RS s

(2) Glst of the patent .
+ -Composing-elements:are summarlzed ‘below, : and drawlngs of a o
~preferredembodiment ‘are:also shown. . . ' f

Element A-[in association with-the:-outer: cyllnder 1] S e e
--A load:ball iguide groove.6-of :U=shape in section for transmission

of torque,.-and a:no-load ball gulde grogve b-are alternately: formed
.axially on-the:inner: surface Cipr e cempefod odd owl badanh
- A circumferential: groove.7- of the same: depth as:deep- groove is
formed OII two ends. i ey e ; B T = R RS O

Element B [1n association w1th a retalner 2]

- Thin parts 12, thlck parts 11, and an endless track groove are
formed

- By this endless track groove, balls are movable smoothly into
through holes 6 each provided through a boundary wail located
between the thin part and the thick part as well as into a

~ no-load ball groove 15 provided in the thick part. N |
Element C (in association with a spline shaft 9); o - TRy =t
- A plurality of convexes 10 are axially formed so as to mate with
a plurality of concaves formed by the retainer and the ball in the
outer cylinder.
~ Element D (in association with the entire construction);
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- The outer cyllnder the retalner and the spllne shaft are
assembled by comblnlng and matlng one another to form a complete

(3) Gist of the alledgedly 1nfr1ng1ng product (worked by the ?iﬂﬁﬁ
_ respondent): | o
t”The follow1ng draw1ngs show a product whlch was commer01ally )
dﬁmanufactured and sold by the respondent (alledgedly 1nfr1ng1ng
' product) from January, 1983 o Ootober, 1988 '
fﬂf(Referenoe numerals outer oyllnder l retalner 2 spllne shaft 9;§-
_load ball gulde groove 5 for transm1581on of torque, no load ball ;

ball’ grooveHIS)
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2. Point at issue

Main points in the assertlons of ‘the appellant and the respondent
are respectively as follows: © _

[~ 23

Concerning the Element A:

Appellant (THK)'s assertlon

(1) The groove sem1c1rcu1ar in sectlon of the alledgedly nfrlnglng
product fall within the scope of the groove of “U-shape in section”.
- As far as the thin part can be accommodated and disposed in the
~center portion of the U- shaped groove shape of the groove has no,

technical 31gn1f1cance :

- There is no difference between the two grooves in the aspect of
functlon because both of them serve as a groove hav1ng a rolllng
surface to accommodate a pa1r of load balls 1n the two grooves,

(2) The * c1rcumferent1a1 part 7 of the alledgedly 1nfr1ng1ng product

- falls within the scope of the c1rcumferent1al groove ;, S

[
2

|

i

|

i

i

;balls can turn smoothly to a reyerse. d1rectlon for 01rcu1at10n ‘as
a result of cutting through the top wall of ax1a1 branch zone ‘
01rcumferent1ally on both ends of the outer cyllnder :

- The step of about 50 micron provided in the alledgedly 1nfr1ng1ng
product is in the range of “normal difference in depth” and
therefore falls within the scope of “the same depth”.

. The.. c1rcumferent1al groove wlS 1ntended to prov1de a place where ]
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| Respondent (TSUBAKIMOTO)’ s assertion;

(1) The groove of the allegedly 1nfr1ng1ng product does not fall

within the scope of the groove of “U-shape in section™. Lo

. In the written reply to the opposition, the appellant (opponent)
-expressed -that ‘the groove of . “U-shape:in section” was an essential
element under the recognition that the groove “semicircular in ..
section” was known..: Therefore, ‘the appellant’s assertien. mentloned :
in above ((1):is :against: ‘the ‘doctrine of: estoppel LT
- 'The projecting parts formed:between: the grooves - semlclréular*iﬁ :
section” operate actively to.retain the.balls, .and such -operation §
-cannot be performed if formlng the groove of U shape in section. B
(2) The alledgedly infringing product does not fall w1th1n the: scope =
- of “circumferential groove”; = = R PR TTE R R S
- ‘Generally a groove:is-a:structure having:side walls ‘on: thelr both -
31des and there is no such:a- groeve in-the outer- cyllnder of the
alledgedly 1nfr1ng1ng product;: SRR S Comnnhsy
- The “circumferential part 7” has a no—load ball gu1de groove: and a}'
step; and performs ‘enly ‘a ‘functionof securing the return:-cap 31 .-
without any function in association with:turning of the: ball 10: the
reverse direction. i

ncerning:the element :B:+ @ -

Appellant ‘(THK)*s -assertion;.

:(l)uTheafplatetltke.member; annular ‘member”, andi?projedting.parts”
of “the ‘alledgedly infringing -product are equivalent ‘to the ‘element B.
In:the-alledgedly--infringing product,-a mounting: member-.corres=.

pondingato:the?thickneSS:of*thegthin“partdforfmountiﬁg;theauppen
-end of :the iprojecting: part is:provided .in-the:idle portion:of the
‘center :part of the:U-shaped groove. -Such a modification was already
:disClosedvin:UJS,PPateﬂt*No.3398999aand;U;S.fPatent*No;'3360308:and,
-~ therefore, ‘the “U=shaped groove and thin parts” can be easily "
substituted by the *pair of semlczrcular grooves and- the Qrogectlgg

parts between the two grooves TR TR
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f_ Respondent (TSUBARKIMOTO) s assertion . .o--; @ 000l sail i oo

(1) The “plate=like memnber”, “annular member”, and “projecting parts”
of the alledgedly 1nfr1ng1ng product are not equlvalent to the
element B. : R S R TR SER e
- ‘There 'is no counter-argument as to the existence of . pOSSlblllty of .
substitusion. T T R e ST} = :

c+:In view.of ‘the fact that a-direction convertor comprising: the o
retainer and the return cap- 1ncorporated71n.the alledgedly . =+
infringing product is a patented:technique, it-is_elearwthat there
isfneither~easiness‘of,substitution nor obviousness. - ... i

; ‘The or1g1na1 judgment is revoked In effect was Judged by the :
Tokyo- High: Court -that the alledgedly. i '“"1r"-pr"de t alls W;bulu‘

'-? the: technical "scope of"the'patented‘1nvent10n
. Reasons for the judgment are shown below
(1) :Concerning -the element -A; TR e e e
(@ The grooves -“senicircular in section” falls wlthln the scope:, of
- the grooves:of “U-shape. in section”. SnET ownR G
~ [(Reason] Clrnin i
- The groove semlclrcular 1n sectlon of the alledgedly lnfrihglng'*‘
product is 31mp1y prov1ded w1th the prOJectlng parts:on’ the botto
" face of . the ‘groove-of “U- shape in: sectlon o:which: has no technlcal
- significance at all.. ‘Therefore, it is reasonable to acknowledge » °
that shape of the groove is s'ubstanti-a'll‘y'i'the-‘samt‘-:--‘in‘-bcith'p’r--odu’ct-s.f..f
- Concerning the: appllcablllty of :the .doctrine-of ‘estoppel, -it. is: o
- difficult to-find in:the:written:reply of the appellant any
de301rpt10n that the shape of groove- semlclrcular in section™ ‘was
~-deliberately excluded to define it to the “U-shape™ in view of: the
known ‘arts in the belief that the,1nvent10n.ls:characterlzed,byfsuch:
«:-shape:- -Consequently, -the respondent’s assertion that:the:: _f
appellant is against the doctrlne of -estoppel:cannot ‘be - admltted B

” ® The “circunferential part (cyllndrlcal part)”'falls within the
technical scope of the “circumferencial groove” of the invention,




[Reascn] ‘ : o DR
- The step of about 50 micron. can be said- approx1mately the same

level as 40 micron which is a work error in the normal cutting work,
and therefore cannot be a reason.enough-to explain any -difference
in the aspect-of technical idea.
--Directional conversion, i.e., turning of. the ball is- performed by
- the -endless -track. groove comprising the through-hole and the no-
.-1oad ball guide groove, and there is no description at all in the
- specification of the invention suggesting that the “circumferential
part” is an essential composing element therefor. Consequently, it
. 1s reasonable to acknowledge that the cylindrical part of the .
alledgedly infringing product is substantially the same as. the
“circumferential groove” of the inventionfrom.the technical. p01nt
of view.

(2) Concernlng the. element B . S R . :
-In the case that the alledgedly 1nfr1ng1ng product performs all of;
'the important functions.and effects -of . the pantented. invention, while

any particular technical significance such;aa,remarkable_advantage,
being not provided by a partially different. composing element of the

- alledgedly infringing product, and.that_ it is.possible to-easily.-

.-;substitute a composing.element of the patented'inventicn-by-such a

-partially. different composing element based.on the state-of art.at

the time of filing the application.of the patented:.invention, it

will be reasonable to understand that the alledgedly infringing -

product falls within the technical scope- of the patented. 1nventlcn
'-resultlng in_ infringement of the.patent. st .

() It: should ‘be ‘said ‘that the alledgedly 1nfr1ng1ng product performs
all of the 1mpcrtant functlons and effects -of the invention.. - Thus,
there no -is- dlfference between the alledgedly infringing: product
and the patented 1nvent10n in the. aspect of - basic technlcal problem
to be solved and technical idea formlng a base thereof. e ot

~=@)-Substitution-can- be ea311y achieved: g ""“e~~*~=w*5~*“

TIREASON) . e ar o e I b Slusinl

- It w1ll be very easy for a person w1th ordlnary sklll in the art
to substitute the thin part of the retainer in the -invention. by the
-projecting part-of the outer.cylinder based-on what is disclosed in

—19—




the specification of the U.S. Patent No. 3398999.

+ Tt 'will be easy for a person with ordinary skill in the art to -
<" substitute the construction of ‘the retainer in the invention by

‘that of the plate-like member and the return cap based on what is

disclosed in the specification of the U.8S. Patent No. 3360608.

- The respondent asserts that there is nc easiness of substitution
or obviousness in view of ‘the fact that the construction of the-
“direction convertor isa patenited -art. -This patented art, however,
is an invention related to a passage for turning the direction ‘of
ball by a retainer and a return cap, -and does’ not relate to the
projecting parts of the outer cylinder which is a subject: matter of

the mentioned easy substitution.’ _Consequently, the respondent’s
‘‘assertion is not admitted. R R

~ 4, Points to be aimed and matters to be kept in mind:
We tried to prepare a virtual clain as shown below so as to be
'interpreted'by“the”COUft that the respondent’s nroductfliterally
infringes the invention, keeplng the follow1ng p01nts in- mlnd
() Concerning the element A; ' ' = e
 As fér the circunferential ‘groove on- the two ‘ends, a minimumm "
requlrement of the comp051ng element is S&tleledJUSt clalming the' E ' ;_

parts which-is at least requ1red for.performlng such- fnnctlon, and
it 'is not’ necessary to deflne the " shape of’the'cifcumferential
groove. : A T T ORI SRS o

C) Concerning ‘the element B;

. A minimum requirement of the composing elément is satisfied just

- by claiming the open portion for bringing thé ball in theload ball
guide groove for transmission of torque in contact with the spline
shaft, and'the existence of the closed protion for preventing the-

~nio-load ball gulde groove for transm1551on of torque from contactlng
the spllne shaft Do AR R S

5. Example of claim prepared in accordance w1th the p01nts to be almed
and matters to be kept in mind? ' : LIRE e e '
Element A (in association with the outef'cylinder];

- A load ball guide grooves for transmission of torque and a little




- deeper -no-load ball guide groove for- transmission of torque are
alternately formed axially on the .inner surface. : .

--Projecting parts -for preventzng a ball from getting out are formed

.on -two. ends. . : S : : o
Element B (in association with a retalnlng member]

- An open portion opposing to the load ball guide groove. for trans-
mission of torque, and a closed portion for coverlng the no-load ball
guide groove are formed. _

“-. A no-load ball groove opposingoto“the,no—load ball: guide groove for

- transmission of torque, and-an endless-track groove for allowing the
ball to move ‘smoothly into the no-load ball groove are formed.:: - .-
Element .C {in association with.the spline shaft]; o

- A plurality -of convexes are axially formed so-as to mate w1th a.
plurality of concaves. formed between the :retainer -and the-ball in: the
outer cylinder. SRR SO Ve '

Element D:(in association w1th the entire constructlon] Lt

-- The -outer cylinder;: retainer, -and the spline shaft are- assembled by

;Jeomblnlng one another: to form:a complete unit. .. - oo

'a;It-mayabe:difficult~to;preparewsuch~a'cl&imfas;descnibedﬂaboyevatﬁ%:
the time-of filing an application.: It will: be, however, necessary to.:
claim an.invention ‘in the form of the highest :concept: for: covering any::
evading: technique by competitors, ‘and at :the same :time,. subclaim: -« =
preferable Specific'form'ofrthe-invention'actually'wbrked“'if‘the-

L"_ activities developed in- the future

invention is definitely important from the v1ewp01nt of : bus1ness

- 6 Others (process of Judglng 1nfr1ngement on. the ground of the
~.doctrine of .equivalents) - R R U TR S e _
As mentioned above, in Japan the: Judgment of 1nfr1ngement on the o
ground of the doctrine of equivalents depends upon whether or not the
fellowlng requlrements are satlsfled '

. .alledgedly infringing product in.the aspect of basic technical.
problem to be solved and technical idea forming a base thereof, and .
the alledgedly infringing product performs all of the important
functxons and effects of the patented 1nvent10n
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@ Any particular ‘technical: significance such as remarkable advantage
s not achieved by a partially different composing element. = '

@ Tt is possible to substitute a composing element of the patented
invention by such a partially different composing element based on
the state of art at the time of flllng the appllcatlon of the = *
patented invention. RO

'@ The substitutionis easy. "=

“:On-the other hand, in-the United States, a so-called “3-parts test”

d.1s conducted in the Judgment process: as employed 1n Graver Tank. More '

specifically, “in the case that substantially the same: funciton is -

performed by substantially the same method,-whereby.substantlally-the

same result is obtained”, then ‘existence of infringement is tobe -

:acknowiedged on the ground- of the ‘doctrine of equivalents:-

It seems that this appeal case of infringement suit satisfies: the

.requ1rements of the 3-parts test. : Furthermore, -in the United States,’

another judgment process called “virtual claim approach™ has: been-also
introduced for judging the equivalency since Wilson Golf Ball.: In this
doctrine, a virtual claim is prepared so as to contain literally an

_allegedly“infringingeproduot;-.Thus;?infthEFCase'that the virtual claim
“has-apatentability over prior arts, it.is-judged that:the product

infringesrthe.patent“onethe-groundfof-the:doctrine'Of‘equivalents;;aIn.«
other words, it may be -said that ‘the.doctrine of equivalents should not:

~ be applied unless there is a patentability ‘in the virtual claim It is

interesting to-discuss in-detail whether or not the'virtuaiiclaim

- proposed above has a patentability over the prior arts-U,S. Patent No.:

3398999 and No 3306308. Such a dlscuss1on or study w111 be left to the
opportunity in the future, = ... o o0 WELIL i

In addition, this case was further appealed before the Supreme Court_ o
by the respondent TSUBAKIMOTO SETKO -CO. Cire T :




_lexternal- dlameter to. be press—fitted in: the dnner: wall ortthe lens

~ Case: The Tokyo District Court HS. 1. 21 1(57)6095 S

“Binoculars”

i_ 1. Outline of the case

(1) History of the case

This is a case in which the pla1nt1ffs Kunlyoshl MARUYAMA and TOEI
OPTICAL INDUSTRY CO., LTD. leed a suit’ before the TOKYO District Court
based on their Utility Model Reglstratlon No.1667334 (“Binoculars™)
against the defendent PULSE OPTICALMACHINERY C0., LTD., demandlng a ;

?lhpayment of Five Mllllon Yen and 1nterest thereon calculated start1ng
ﬂ"from October 21 1988 to the payment date at the rate of:5% per: year’.
(2) Gist:of. the ut1llty model- and the. alledgedly 1nfr1ng1ng product

(Glst of the ut111ty model)

- [Binoculars .in: which:-.

(D a-lens: tube 2 and a: reta1n1ng ring- 3 are- formed of synthet1c res1n
@ said- reta1n1ng ring:is formed 1nto a oyllndrlcal annular body of -
(a) notches 5 are prov1ded on the outer: per1phery of the reta1n1ng
Iring:3: to: form a:‘corrugated.surface;: L I T s B e P vH;
(b) convexes of said corrugated surface are:so; formed -as:to have:an -

() in the bottom part of the reta1n1ng ring: 3
(a)_a step.6. is provided on the inner perlphery side;

? and the lens tube 2; and

(b) an outer periphery ring is so formed as to have a dlameter smaller
than the annular body; and.. AT ‘ '

(c) an extending annular part 7 of smaller thlckness than the annular
‘body is solidly formed so as to project therefrom

@) said retaining ring 3 1s press fitted in the lens tube so that sa1d
extending annular part:7 1s dlsposed 1n ‘a gap formed between a lens l

< welded to the 1nner

PR e

mall of the lens tube by applylng an ultrason1o mave or a high-
frequency vibration thereto

g3
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- KGist of the alledgedly 1nfr1ng1ng product)
Binoculars: in'which: ‘ ‘ A I L

a lens tube 1l:and a retaining ring 2 are formed of synthetlc resin;:

motches are provided on the outer periphery of the retaininig ring 2.

" lto form a corrugated surface; convexes of said corrugated surface are

~ |so formed as to have an external diameter to be press-fitted in the '
. inner wall of the lens tube 1; in the bottom part of the retaining: .=
ring:2;a. step:is provided on’the'inner.periphery?Side:fan?outer5*'“L*
periphery ring is so formed as to have a diameter smaller: than.the
anmilar body; an extending annular. part 5 offsmallerithickneés*thanx'5
the annular body is solidly formed s0 as to'project therefrom, and;:
the: extendlng annular: part 5 is press—fitted in the lens tube and, at

. |the same time, an’.ultrasonic wave or'a high-frequency v1brat10n is?

applied, whereby the outer perlphery of the reta1n1ng ring 2 is. welded
to the inner wall of the lens tube L T I SRR

e L1111 —
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2. Point at issue P _

Whether the word *and” descrlbed in.claim means a passage. of time in
the assembling process, i.e., “then”; or means a mere enumeration of .-
matters.

3. Judgment(Reason) _ ._ : il e . e
- The word- “and”- descrlbed in- clalm means- then”,foOnsequently;-the“
: alledgedly infringing: product does: not.: fall within: the scope. of. the::
| clazmed utility model. S RETIEREERI 8 : SRR
(Reason) & o : o . o L . IR
(1) It is descr1bed in clalm of the reglstered utlllty model that i
the bottom part of the retaining ring 3, a step 6 is provided on the
inner periphery side, an outer periphery ring is:so-formed as to-have a
diameter smaller than the annular body, and an extending part 7 of . .
smaller thickness:than the -annular body. is solidly formed so-as to: _
pnojectstherefrom”,lwhereby7configurationwof”theaexténding?agnﬁlarﬁpart"
formed on.the bottom part of- the retaining ring-is-defined. : Besides,*
it is further described in:the:element: @ that:*said: retaining ring: 3~
is press-fitted-in the lens: tube:so. that the: extending annular part:is:
- disposed in a gap formed between a:lens:and the . lens: tube”, which may :
be,sald;a;descrlptlon,ofgawprocess.for;assembllng;the;reta1n1ngaring
into the lens-tube. It is furthermore described. that: “and the outer <
" periphery of the retaining ring is welded to.the inner wall of:the lens
tube by applying:an-ultrasonic wave or a high-frequency vibration
thereto”. Thus, it is understood.that this description: shows a5process

after disposing the. extending annular part in:a gap: between the: lens

- and the-lens:tube-and,. therefore the meanlng of: “and” should:be -
interpreted “then”. e et e e

(2) At the time-of publlcatlon of- appllcatlon (examlnatlon) descrlptlon
of claim was: .the.reta1n1ng.r1ng is press-fitted in-the lens tube.and,
at the same time, an ultrasonic wave or a high-frequency vibration is -

»

applied,~wherebyg-»r7.

~However, a decision of refusal was:given there-

‘amended- by addlng the wordlng and” and the: detalled descrlptlon of
the invitation-was also:amended by adding:a’further problem-to be -

w_solved by the invention indicating that “when applying an ultrasonlc

'v1brat10n while applying a pressure from above to the retaining ring,




there arises a problem in that a lens is displaced due to the ultra-
sonic vibration and-cannot obtain an-appropriate optical axis™.: -

(3) Interpretation of the meaning of “and” described-in:claim as “then”
in process order results in that a manufacturing method becomes cne of-
the composing element. However, even in the case that a manufacturing
method for accomplishing a specific shape or construction of an article
. igsdescribed in elaim, ‘as far as-the description of such-a method is an
essential composing element of the device, ‘the description of such a ::
method must be taken into consideration as an element“for'specifying a
final shape or constructlon of the article, at the tlme of flnally
'backnowledglng a’ scope of the clalmed utlllty model. '

4, Pelnts to be aimed and matters: to be kept in mlnd at the time of:
preparing a specification - SRR SR NS
"~ The' judgment of not falllng within: the scope of- the cla1med utility:
model was given unfavorably to the plaintiffs because of the amendment:
~ of claim filed:in the course of the trial against:examiner’s decision "
of refusal; apart from whether it is: reasonable or not-to take:the:

deScriptionsofaabmethodiinto4consideration‘fer”acknowledging'a_scepe of

the claimed utility model when'such a method is described in‘claim, =
It is certainly disclosed in‘the Patent Publication: (examined): No. "
49-3848 .cited:as a known-art that a ring for retaining lens:is press—
fitted in a gap formed between:ihe- lens and lens tube and, at the same:
time, the ring for retaining the lens is molten by means.of an’
ultrasonic-heating system,’ whereby the lens, ‘the ring for retaining:the
lens;-and:the lens tube are welded one another:::But any specific form
~of the rétaining ring 3: (in the botfom part of whicha step 6 is- .
provided on the inner periphery side, an outer periphery ring is'so =
«formed as to have a diameter.smaller. than the annular:body, and an
extending annular part 7-of smaller thickness than the annular body: is:
solidly formed so as to project downward) and any specific form of"
disposing the extending amnular:part 7 of the retaining presser.in a

~gap forned bétween the lens 1-and‘ the*lens"tube 2 both-described: in-the =

-registered-utility model, -are not disclosed in the ¢ited known art.

"Consequently, clalm shouid: have been prepared keeplng these p01nts i

mind; -




5. Example of claim prepared in’ accordance w1th the p01nts be almed and
matters to be kept in mind is as follows:™ : ST e
Binoculars in which:
@ a lens tube and a retaining ring are formed of-'a’ synthetlc re31n
@ sa1d retalnlng rlng is formed into a cyllndrlcal annular body of
_small “length: and’in’ aWhichs © & 0 R Lt ey
“(a) notches ‘are’ prov1ded on’ the outer perlphery of the retalnlng r1ng
. to form a corrugated surface,- AR it Sl Tas Ui iy
-~ (b)” convexes ofwsa1dwoorrugated surfaee*afeﬁso*formed as 10 have an
~ external diameter to be press—fitted in the inner wall of the lens tube
tube; _ | . PnesEG wE in TRl =5
@ in'the bottom part of the retairer ring; =
(a) a step is provided on the inner periphery side;
(b) an: outer perlphery rlng ise so formed as?to have a dlameter =

_ (c) an’ extendlng annular part “of smallerathlckness than the annular
“body is solldly formed so ds to’ prOJect therefrom and RN
. @ gaid’ extendlng annular. part ‘of the retalnlng ring- ‘is welded in‘a"
gap’ formed ‘betwesri‘a’lens'and thelenis  tube by- applylng ‘an ultrasonlc
wave or‘a hlghrfrequency v1bratlon thereto’?“-f R BT s Bl

gy




Case: The Tokyo District Court H5.3.19. 4(E7)23205
: “Tape holder with cuttlng device”

1. Qutline of the case
(1) History of the case - . . :
The plaintiff Kenji SHINOZUKA f11ed a suit agaznst RICOH COMPANY
fﬁLTD -based .on his Patent No.978602 (“Tape holder with cuttlng_devlee
Patent Publication (examined) No.47-1919), demanding a payment. . . . .
.equivalent to a :-r.easona.ble royalty, but the demand was dismissed. -

””(2) G1st of the patent S
What is claimed in the Patent Publication (examlned) No.47- 1919 is

as follows: it e e . . .
“A holder with. cuttlng dev1ce .comprising .a body 1 for holdlng a tape
or the like rolled therecn, a drawing. port 3 formed on said. body and

~ having a statlonary cutting edge -2 and a movable cutting edge. 4
rotatably provided for shearing a drawn.tape T or.the like, .. . .. ..
characterlzed 1in that a cutting.edge 7 for cutting a w1dth is: flxed
to.a loose support shaft 8 of the movable cutting edge 4 having an--
operating knob 9, and a pair of .guide rollers. 9, 6 are disposed
‘between the shaft 8 and the draw1ng part 3.”

(3) Gist of the alledgedly infringing products
The following defendent’s products, each being a copying machine,
are the alledgedly infringing products:
Defendent’s product “A”: Trade name “RICOH PPCS00 & BA CHANG
Defendent’s product “B”: Trade name “RICOH PPCS00 & CENTER SLITTER”
Defendent’s product “C”: Trade name “RICOPY PL5000 AUTO”

In the judgment, construction, operation, function and effect of the
entire copying mach1ne being a rather intricated machine are described,
‘and since they are partially involved in this. case, the construction

~involved-in-this: case-is- ‘hereinafter described.-

Description of the construction (see Figs.4 and 5):
(1) A holding plate 24 of a roll paper (copying paper) “c” for
transferring a tonar image formed on a photosensitive dram “d” is
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detachably mounted on the lower part of a main body “a of the copying
machine so as to be drawn ‘in and out by.a pull 25, and the holding
plate 24 is provided with a stationary cutting edge 21 and a rotatable
cutting edge 22 for cutt1ng the roll paper (copylng paper) “c” at a
desired length. - SR S
(2) The main body “a” of the copying machine is further prov1ded w1th
“a conveyor roller 23 for conveying the roll-paper (copying paper) “c”
~ a belt 30 mounted on:belt conveyer pulleysu29,;anduawdlspensererollen;
32. A width cutting section “b” for cutting the roll paper (copying: -
paper) to a required width and a dispenser tray 33 are prov1ded on the
outside of the main body “a” of the copying machine.: ces i
(3) An operating knob 40 is mounted en the side of the width .cutting
section “b” for cutting the roll paper (copying paper):“c”, and a cam
‘4] and a cam 50 are: respectlvely mounted on-a shaft ‘43 supportlng the

knob 40."

_ .S shaft 44, belng supported by a: bearlng 47 S0.as to. be movable
?.erlcally,.supports.rotatably an ‘adjusting screw 52 for fixedly:-
supporting a rotatable lower cutting edge 48randrajspringa54;rfThe
‘rotatable lower cutting edge 48 is movable horizontally by forming a
slit 53 on a slide plate 51 having a projectionﬁ51a'to:beyengagedtwith
:the lower cutting edge 48. The slide plate 51 is also provided with a
préjedtion;Sla:tO;be.engaged”withacami50;§ofthatcthe#iowef cutting -edge
48 may be secured by a screw: 59 to a board 58-fixed:to a side plate
body ‘57..:A width of -the roll paper (copying paper) “c” conveyed
through a guide plate 46, a lower roller 55 and upper roller 56=for

 conveying the roll paper “c” is cut by a rotatable upper cutting edge
- 49,wand¢thls;rotatablezuppermcutting edge 49 is:mounted on.a shaft: 45.
~(4) The shafts 44 and 45 for supporting these rotatable lower cutting:

. edge 48 and upper cutting edge 49, and the shaftSIOf the lower roller
55 and upper roller 56 for conveying the copying papers-get their:. .-
turning -force from‘a=drivecmot0r'42 disposed on ‘the lower part of the
side ‘plate body: 57 through ‘the ‘sprocket and chain (not -illustrated)

disposed on one sidé ‘end outside the side plate 57, and rotates at allre

tlmes during the operation of the copying machine.

2 Point at issue , . GRS o i . .
 There is:po:controversy :between: the parties in the aspect-of a:
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composing element that “a cutting edge 7 for cutting‘a'width-is*fixed'
to aloose support :shaft 8 of the movable cutting edge 4 hav1ng an:
operatlng knob 97, Slan s :

~ The p1a1nt1ff S assertlon agalnst the defendant S product A” is as
follows: S S R S
(The p1a1nt1ff s ‘assertions agalnst the defendant’ s products “B”.and “C”
areomitted herein because: they are based on the:same- ground as the
defendant s product “A” ) e : oLiniu 2

Assertion 1: The rotatable lower cuttlng edge 48 and ‘upper. cuttlng
« edge 49 serving as a cutter in the device for - cutting a width of -
-~ the roll paper ¢’ in-defendant’s product ° “A” “comes under ‘the _
o “cutting edge 7 for cutting a width” of ‘the registered device: And
‘the “shaft 45 supported loosely and provided with the rotatable - :
-upper-cutting edge 49 and rotating at all times during the operation”
and -the:“shaft 44 supported loosely and provided with:the rotatable
lower cutting edge 48 and rotating at all:times and movable: .. =
| - vertically” ‘in the defendant’s product “A” come - under the: “shaft 8”
'Hj:of the reglstered dev1ce.. . ST o SENITIVC RS

fﬁﬁAssention~Z:QThe,3100se;support;shaf178”ﬁofrtherregiStered?devicefrﬂ
“includes :a ‘looseé:support shaft 8 to which the cutting edge .7 for .-
" cuttinga width is fixed and a different loose support shaft 8 toﬂ
whlch the movable cuttlng edge 4 is- flxed : RECE R T

'The defendant s defense agalnst the above plalntlff s assertlon was-
.not shown 1n the Judgment AP IR EES B LA T CR A SIS TSRS SR

_'3 Judgment (Reason) s T N I C St

-:Because the defendant’s’ product “A is clearly out of the technical
scope .of: the registered device, ‘the plaintiff has no reason for his: -
" demand, “without ‘need"of ‘determing the remaining points at-issue;

- Reason:
Judgment on the plalntlff s assertion 1: SRR TIR
The “shaft 8" of the registered: dev1ce 1s a “loose support shaft 8
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of the movable cutting edge 4 having an operating knob 9” and the “the
movable cutting edge 4” is a “movable cutting edge 4 for shearing a
drawn ‘tape T or the like”.  On the other hand;  the “shaft 45" and the
, “shaft 44” respectively mounted on. the “rotatable upper cuttlng edge
749" and the “rotatable lower cuttlng edge 48” of ‘the defendant s
product “A” are different shafts from those of the ‘stationary’ cutt1ng
" edge 21 and rotatable cuttlng edge 922 for ¢utting the roll ‘papér
'“W#(copylng ‘paper) “¢” to-a’'desired length” Serv1ng as a length cutting
' sectlon Consequently, it “is'not admitted that the construct1on of
the defendant’s product “A” includes the'. compos1ng element that
*?*ﬁcuttlng edge Tifor cuttlng a width is flxed to a loose’ support shaft
_-8 of the movable cutt1ng edge 4 hav1ng an operatlng knob 9 ‘

Judgment on the pla1nt1ff s assertion 2: SR ‘
f* The comp031ng element of ‘the: reglstered dev1ce that “a cuttlng edge
=« -for cuttlng ‘a w1dth is’ flxed to & loose" support shaft 8 of the
‘movable cutting edge ‘4°having an’ operatlng ‘knob 9% 1s.a “definite’”
composing ‘eleiient without any other meaning, and’ after“enaminihgfevery
. evidence including the spec1flcat1on and draw1ngs annexed to the | e
- appliction- doélment, it is’ 1mp0331b1e ‘to find" out any reason for ' ' :
= adm1tt1ng the pla1nt1ff s assertlon on the loose support shaft 8

Thereafter this éase was appealed before the Tokyo ngh Court” by
‘SHINOZUKA. The appel lant’ ralsed a’ new assertlon The new assertlon R
- WAS - RS G- ON- the ground that “registered device ‘comprising a- shaft. to
o which a cutter for cutting a width is fixed and by which a cutter for
- cutting‘a length-is’ loosely'supported “and the product comprls1ng a E
shaft on which a cutter for cutt1ng a tape width is mounted and a”
“different shaft on which a cutter for cutting a paper length is mounted”
are both based on' an identical technical 1dea " and the same ‘function
and-effect as the reglstered dev1ce ‘are performed by the respondent s
product “A” and consequently, the dlfference in’ the aspect of const—

‘8" an 1gnorablefdes1gn dlfference or mere*de31gn change
The Tokyo High Court judged that thére wAs no reason in the

“appellant’s assertion.

SHINOZUEA further appealed this case before the Supreme Court, and
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;:the Supreme Court sustained the original judgment.

4. Points to be aimed and matters to be kept.in:mind at the time of .
'__ preparing claim : :
 In the specification of the Patent Publlcatlon (examlned) No. 47—1919
g follow1ng two. inventions are found: -
@D An invention of a. structure comprising two types of cutter i.e.,

.. the cutter 7 for cutting a width and -the:-cutter 4 for cutting a length, .

each cutter be1ng operated by a separate drive section, - By this
invention, a tape can be cut to a required w1dth or length.

GD Another 1nvent10n in which the cutter. 7 for- cutting a w1dth is flxed'm”“'”m'”

" to the loose support shaft 8 hav1ng an operatlng knob 9. By thlS
invention, a tape can be cut in a required d1rect1on by turn1ng the

| operating knob. _ : e : e

g () As for the arrangement of. dlsp051ng a pair of gu1de rollers 5 6
between the shaft 8 and. the draw1ng port 37, there 1s no description
about the technlcal effect of such arrangement -and, therefore this

.. arrangement does not. seem to. be an:eSS_entl_al.c_omposms e_.lement-..

_ Cons1der1ng the 1nvent1on as mentloned above the two types of =
. cutters may be ooax1ally supported by a.common shaft, but it is not .
necessary to define claim to such an arrangement. _Furthermore, slnce
- the mentioned'two inventions (D and @ are independent, it .is not .
_always necessary to take. the two. 1nvent10ns for. a comblned 1nvent10n as
is claimed in the Patent. Publlcalton (exam1ned) No. 47~1919

5. Example of clalm prepared accordlng to the p01nts to be a1med and_gf
matters to be kept in mind.
Hhat is clalmed is:

A holder with cutt1ng dev1ce compr131ng a body 1 for holdlng ag;} ;

,_-tape or the like rolled thereon, a drawing port 3 formed on said.. .

b;body and. hav1ng a stationary cutting edge 2 and a movable cuttlng

edge 4 rotatably provided for- shearlng :a drawn tape T or-the: Tike; "
characterlzed in that -a cutting. edge 7. for cutting a width.is flxed
to a shaft hav1ng an operatlng knob ;:




47-1919

UTILITY MODEL PUBLICATION NO.

;fVFIG)1 g jV.‘ :

2

" FIG.
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TV. Matters ‘to be kept in mind at the ‘time of preparing a-speéificatibn

In view of the mentioned analysis, matters to be kept in‘mind at "
the time of preparing a specification are hefeihdfter'discﬂssed‘”"Tt”is
certain that most of the follow1ng description:may be a repet1t1on of’
~the matters already pointed out in various articles and the like, but
we would like to hereinafter review the matters as a guideline =
extracted from the actual judgments in lawsuit.

(1) Definition of any composing element of claim with some vague or
indefinite wording does not bring any broad interpretation of the
claim. In the case that any composing element of claim is indefinite,
it is a recent trend that the court interprets restrictively the
composing elemént_of claim with reference to relative descriptions in
the specification and other reference data. Accordingly, in the case
that it is unavoidable to define a composing element with indefinite
wording or to describe the composing element with a functional

expression, it is important to keep in mind that preferred embodiments

as many as possible are described in the specification by seizing the
invention from various aspects, so that claim is prevented from the
restrictive interpretation due to the description of the specification.
(2) It is important to grasp an invention in the form of the highest
concept and to establish a series of multi-stage claims covering an
entire scope from the highest concept to the level of preferred
embodiment. This is a guideline to be kept in mind not only at the
time of filing an application but also at the time of amendment of the

specification-to-overcome--the-references.cited.--in-the.examination
stage. In other words, it should be avoided in amendment of claim

"that claim is excessively defined to the level of preferred embodiment

‘due to an easygoing way of thinking, It is important to compare
- differences existing between the invention and the cited references
from various aspects so as to ascertain which is the most favorable
~ difference enabling an argument against the cited references without
negatively affecting the subJect matter of the 1nvent10n and wlthout
.. IMNecessary.restriction.on.clain.... I

(3) In the case that two or more ideas are contained, claims shonld be
separately prepared so that each claim aims at each individual idea.
In other words, it is not desirable to prepare only onme claim in -
combination with those ideas. In the case of plural ideas combined




.organically one another, it is necessary to conceive claims as many as

combination: of those ideas, and to put.those claims one by one.in:

.preferential order considering their importance, whereby there will be

no omission in composing the invention and it becomes posSible_to _

- clearly classify those claims recognizing which is the highest rank ..
claim. & o




V. Conclusion™ - L L

In this article, cases in whlch peint at issue was 1nterpretat10n
of what is descrlbed in claim or spec1f1cat10n have been picked up from
among the 1nfr1ngement suits of whlch Jjudgments were .given in the past
three years, and essentlal p01nts of those Judgments have been analyzed

" in association with the descrlptlon 1n the spec1flcat10n Matters to
be kept in mind at the tlme of preparlng a spe01flcat10n have been also
'dlscussed by p1ck1ng up three cases

h;chﬁJudgments were recently
given,
- However, matters to be kept in mlnd at the tlme of preparlng claim

may vary case by case, and it is. certaln that the three cases discussed
-in detail herelnabove do not always represent every p0331ble case. It

is therefore necessary to study Jurldlcal precendents and relative data
as many as p0351b1e in order to’ accompllsh more accurate analysis.

Recently, there 1s an 1ndlcat10n toward the rev151on ‘of the Patent Law

§70 which prov1des a guideline for 1nterpretatlon of technical scope

-of the patented 1nvent;on, and there is also a poss1b111ty that the

trend in judgments of count varies in the futufe. Accordingly, it is
definitely necessary for us to pay our attention to the future revision

 of laws as well as to the trend in Jjudgments.,

We should feel grateful, 1f thls artlcle proves. helpful to every

: ,PIPA member company for carrylng out practlce 1n the future
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TABLE II-1 PERCENTAGE BY INDUSTRIAL CATEGORY. .

. SYSTEM 3% (5 CASES)

CHEMICAL MATERIAL S IR L LR I SRR
ELECTRIC 2% (3 CASES)

SR 8% (13 CASES ff” 

o MECHANICAL o

87% (144 CASES)

TABLE'iiﬁé* PERvENTHGE BY NATURAL PERSON PROPRIETOR-

OVERSEAS PROPRIETOR AND JURIDICAL PERSON PROPRIETOR

¥ OVERSEAS
22%

(32 cases)§

JURIDICAL
PERSON
(DOMESTIC) |

53%
(92 CASES)

'(DOMESTIC)-
. 28% :
\.(41 CASES)

NOTE: ALL OF THE OVERSEAS PROPRIETORS ARE JURIDICAL PERSONS.




" EBLE TI-3  PERCENTAGE OF METHO PATENT =~

TABLE II-4




TABLE II-5 ...-.PERCENTAGE OF DOMESTIC PROP-RIETO_R-"___S -WIN OR LOSS

B casEs SN

B PROPRIETOR'S
10ss 805 B
(106 CASES) = ey
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TABLE II-7 - PERCENTAGE OF PROPRIETOR'S WIN OR LOSS

IN MATERIAL AND CHEMICAL-FIELDS

PROPRIETOR'S
10SS 38%

TABLE II-8 PERCENTAGE OF PROPRIETOR'S WIN OR LOSS
' IN MECHANICAL D ;

BN DROPRIETOR'S N\
vy 163
(23 CASES)

—101—




TABLE: II-9 . POINT OF. JUDGMENT :-BY COURT IN ASSOCIATION
WITH DESCRIPTION OF CLAIM

PROPRIETOR'S WIN _ C> 3% (1 CASE)

PROPRIETOR'S LOSS

(37 CASES

@ Cases in which the invenfién\wa estrlctlvely 1nterpreted exclusively -
based on the literal expression of claim. '

@ Cases in which doctrine of equivalents was applxed to the descr1prt1on
of claim.

® Cases in which doctrine of equivalents was not applied to the
description of claim.

® Cases in which composing elements of claim were admitted as they were.
—102—
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FORWARD

" THE PRESENT ARTICLE IS INTENDED TO BE USED
. _AS A QUICK REFERENCE FOR PROPOSED AND /OR

~ ADOPTED INTELLECTUAL PROPERTY DIRECTIVES
AND REGULATIONS IN THE EUROPEAN UNION.

- ONLY SELECTED ARTICLES IN THE VARIOUS

DIRECTIVES AND REGULATIONS ARE DISCUSSED

TS ESSENTIAL THAT REFERENCE BE MADE TO
 THE FULL TEXT OF THE PERTINENT
 DIRECTIVE/REGULATION WHEN PROVIDING

 ADVICE.

AS YOU PERUSE THE ARTICLE YOU MIGHT NOTE
A DISTURBING TREND TOWARD DISCRIMINATION
AGAINST FOREIGN WORKS, TYPICALLY THROUGH
A FAILURE TO GRANT FOREIGN WORKS NATIONAL

__TREATMENT. _PARTICULAR ITEMS TO NOTE IN

THIS REGAR'D -ARE&IHE*DIFIECTIVE HARMONIZING

COPYRIGHT TERM, THE PROPOSED DATABASE
DIRECTIVE, THE PROPOSED AUDIO-VISUAL LEVIES
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DIRECTIVE, AND THE TELEVISION BROADCASTING
DIRECTIVE.  ALSO TROUBLING ARE THE
COMPULSORY LICENSE BY-DEFAULT PROVISIONS
SET OUT IN THE UNDERTAKING FOR THE
EUROPEAN TELECOMMUNICATIONS STANDARDS‘?--??;-:r%'zf*f"**"
INSTITUTE. : S

" AS A FINAL POINT, NOTE THAT THE COST__STRUCTURE
_FOR FULL PATENT PROTECTION IN 1

SIGNIFICANTLY OUT-OF-LINE WITH THE PATENT COS_T'_ R

-STRUCTURES OF THE UNITED STATES AND JAPA:N ANl
COULD BE VIEWED AS A TRADE: BARRIER. . .
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‘Patent Fee: Companson

~ Community Patent Convention (N°t Yet AdoPted) i

Patent Block Exemption (Renewal)

__Blotechnology Patent Dlrectlve T [

.ngtwarn Dlrer‘h\m .

::European Telecommunlcatlons Standards Instltute B

 Database Directive (Proposed) T LT Y S

éCOpynght Term Directive =~ - e

Audio-Visual Lending & Rental Directive . - # oT

Audio-Video Tape Levies (Proposed)
Consumer Contracts Directive |
‘Consumer Warranties (Green Paper)

| - Customs Regulation (Proposed)

- Television Broadcasting Directive
Satellite Broadcasting Directive
Trademarks Regulation

Trademarks Directive |
Industrial Designs Directive (Proposed)

Industrial Designs Regulation (Proposed)
“Semiconductor Chips Directive
‘European Information Infrastructure
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PATENT FEE @@MPAH

The following chart compares the patent fee amounts charged over the life
| et a patent for protection in the United States ($7,500), Japan ($11,384), and
~ five countnes |n Europe ($55,348). It is clear from the chart that the patent
fees charged in Europe for patent protectlon even when Ilmlted to the flve
major mdustnal countnes s s sagmftcantly out of tme with that charged by
the U S. and Japan Various industry assomatlcns are beglnning to ralse
thls fee dltferentual between the regions as an-issue. S

* i‘:Note that mtssmg j.trom the chart are the"’"patent fees for Belgtum
;__:-::'treland Luxembourg, Austria, Denmark, Spaln Portugal, Norway, j':‘:j":‘
55_5 Sweden Finland, Greece, Switzerland, and the former Eastern Blcck
-;_'.icountnes (Poland, Czech Ftepubhc Sloventa Romania, Bulgarla

. fﬁ_Rus&a etc)
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U.S. Patent and Trademark Office

' NOTES

COMPARISON OF PATENT FEE AMOUNTS

Ave. Exchange Rate Fee in Forergn Currencx Fee in us. Dollars

Filing Fef:e - Large Entity 21‘:-. & ) 710 N

Issue Fee - Large Entity , o e ' T, 170
. Maintenance Fees - Large Entity [ S S L 5,820 .
TOTAL - USPTO ' I T 0 $7,500

Japanese Patent Office A . ey G F
“Fillng Fee 3 1107300 ©- . - 21,000 - 100 -
_Examination Fee _ 1107300 = . . 89700 . . 810 .
‘Renewal Fees 1107800 = - °1,149,800 - 10385

TOTAL - JPO iR S '::},-$11._:§84 G

European Patent Office . R N
- Filing Fee _ 14883 . . . 600 v T 403
Search Fee. ' 14883 ¢ . 2400 .0 1613
- Examingtion Fee . . 1.4883 .. o o 2800 o 1’881
Grant Fee ' o 14883 0 7 1,400 D 0 041
Designation Fee : 14883 : . 4,750 o 1176
“Year 3 EPO Maint. Fee 14883 - - - 7500 o L 504
Renewal Fees - Germany 1.4883 @ o L .-g_22,275 S 14,,967'___
Renewal Fees-UK. 0.5777 3870 . 6699
' Renewal Fees - France 5.0805 . . ©29,545 - 5815

 Renewal Fees - ltaly . 1,328.8150 - 10 870,000 .. - 8,180 -
Renewal Fees - Netherfands 16737 - :22,040 - 13,169 -
TOTAL EPO ‘ : SRR T D 3h $55 348

1) The exchange raies used were derrved by averagmg the rates pubhshed inthe 9/1!92 and 7/28!94 Wa[l Street Journa!

) The USPTO maintenance fees include the 3.5, 7.5,-and-11.5: year payments _
- 3) All of the JPO fees are based on a patent appllcatlon with two claims. The JPO renewa! fees mclude payments for

years one through fifteen.

' ‘4) The EPO renewal fees include payments for years four through twenty for the five member natlons lrsted The desugnatton

_fee is 350. deutsche marks per country designated.




PATIENTS (MOT VET FULLY RATIFIED) .

- Agreement Relatmq to Commumtv Patents- ot

Done at Luxembouro on 15 Decem ber 1 989. )

_...Convention for the European Patent for.the . ...

- Common Market S
- (Community Patent Convention)

At th:s trme only Spam Ireland and Denmark have not ratrfred the |

Communrty Patent Conventron

Single Commumtv Patent Artrcte 2 creates a ssngle Commumty Patent

whrc';appltes throughout the 12 Member States and may or 1y be “'qranted

| revoked or allowed to !apse rn respect of the enttre E C | e

'j Patent quhts Artrctes 25 and 26 set forth the standard patent rrghts to -

prevent all third parties from making, offerrng puttmg on'the market or usrng

~ aproductora process, as welt as rights regardrng contributory infringement. |

* Translation into all E.C. Languages - Ariicles 29 and 30 require that the

- claims and patent specification respectively, be translated into the official
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language of each of the Contracting States. If this: isrnet.done,_:the-
Community patent shall be deemed void ab initic. THE HEAVY COST OF
THIS TRANSLATION REQUIREMENT MAY LIMIT THE WIDESPREAD
"USE OF THE COMMUN!TY PATENT Note that where a full set of
: translatlons is not submltted a patent may Stlﬂ be obtamed in those E.C.

_countnes where a timely translation has been filed.

Revocation Procedure - Article 8 sets up-a special Revocation Division to

‘hear nullity proceedings.

Designation of 'Neni&boukr‘ts of -1 st and 2nd Instance Article 1 of the
"Protocol on the Settlement of Litigation Concerning the Infringement and
Validity of Commumty Patents” reqwres Contractlng States to desngnate in
their territories a limited number of natlonal courts of flrst and second'
instance - referred to as Commumty Patent Courts

'Excluswe !nfrmgementNalldltv Jurlsdtctlon Artncle 15 of thIS Protocol.
states that the deS|gnated Communlty Patent Courts of Flrst Instance shall
~ have exclusive jurisdiction over lnfnngement actions and counterclalms for |

- '_revocatlon Accordmgly, both infringement and valldlty |ssues can be dealt

wuth |n a smgle court proceedzng

__First Level of Appeals - Article 21 of the. Protocol states that the first level.-
~ of appeal is to the designated Community Patent Court of Second Instance.
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Common _Appeal Court - Afticle 2 of the Protocol ‘requires the
‘establishment of a' Common Appeal Court and Article 22 of ‘the Protocol
gives that Court exclusive jurisdiction to determine infringement and Vali_dity
issues on appeal. The Common Appeal Court will also decide on appeals
from decisions of the'Revocation Division' “and the Patent- Administration
Division of ‘the European’ Patent’ Office, ‘per’ Article 28 of the Protocol.
“Accordingly, this Court will hopefully ehsure some unn‘ormlty in the European
‘Union' regardmg mfrmgement and valrd;ty decisions: - S I A

| PATENT LICENSING BLOGK EXEMPTION |

Proposed European Technoloqv

Transfer Requlatton o e

':_The Commlssmn has proposed a European Technology Regutatton to
replace the Patent Llcensmg Block Exemptlon whzch wnII exptre m December'

- 1994. The Patent Licensing Block Exemptlon Regulatlon currentiy in force

~seis out a f|rst hst of Itoensang prowsmns (AI"IIC|9 1) Wthh are declared not
| \to wolate competmon Artlcle 85(1) when on!y two companles are mvolved so
'that there is no need to notlfy the Ilcense to Brussels The Regulatlon :

| ﬁ includes a second list of licensing terms (Artlcle 2) whlch may be Justlfled in

;appropnate:r fact situations. Fmalty, the __Regulatlon 1ncludes a_ thtrd Ilst of '
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- The proposed - Regulation would replace both. the..-._Pat_ent__ Li_cens_i_ng
Regulation and the Know-How Licensing Regulation and would take effect
on January 11995, | -

. A significant concern to industry is that the proposed exemption for-exclusive -
flicenses will only apply if the licensee has no more than 40% of the entire |

market for the licensed-product and provided the licensee is not operating
on an oligopolistic market. For certain other listed license restrictions, the

exemption will apply only where the licensee has a market share of no more

than 20%.

| Additionally, there | is some ambrgurty regardlng whether these market share

tests will be apptled only at the trme the agreement is entered into, or
- whether they will be apptred on an ongorng basis. Problems will also arise
. m determtnrng what constrtutes the relevant market that |s to be measured

_purposes ot the measurement

'Accordmg to the Regulatron Improvement grantback clauses are permltted
_prowded they are not excluswe and provrded the Ircensor agrees to llcense
|ts own rmprovements to the lrcensee |

.,;..._,._._,.;.,.._'Also clauses requrrmg the Ilcensee to procure goods or servrces from the

- "Ircensor or from an undertaklng deS|gnated by the Ircensor are acceptable _'
provided those goods or services are necessary for a technically ,sattsfacto_ry ' __
exploitation of the licensed technology or are necessary to ensure that the ,'

" product of the licensee conforms to specified quality standards.
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. European Union Directive on Biotechnology Patents =
of 17 December1993 7

The Dlrectlve sets out a common crlterla for patentrng blotechnology
~ inventions. - R S N A R I S R o

| _Opposrng adopt:on of the Dlrect:ve are European ecologrsts church groups
and farmmg groups on both ethrcal and- economro grounds The draft_ |
'dlrectrve has not yet had its second readrng S

= . @P}E e s rhm e sl s e 5
Councrl Dlrectwe of 14 Mav 1991

On The Leqal Protectron of Com'p '_ ! rPng&_

Ny ror:m:::n\

e wl r_n_- N e T T

,'The Directive harmonizes and strengthens copyright protectio‘n'-for computer
:p_rograms.across the European Union.

| Literarv Work Protection - Article 1.1 requires all Member States to protect____- o

- Berne Convention.
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‘Originality Only - Article 1.3 requires that a program ‘be protected. if it is

original in the sense that it is the author's own intellectual creation. This
provision requires Germany to lower and harmonize:its unreasonabiy high
copyright eligibility criteria for computer programs. .

- Exclusive Rights - Article 4 harmonizes and provides af_._mgi_nimorn_---set,.of
exclusive rights for copyright that must be granted by the Member States.

o lelted Decomptlatlon Artrcle 6 permits.a narrow. decomprtatlon nght for
purposes of. achlevmg the :nteroperablllty of. an. mdependently created

computer program with a target program under. strlct condltrons where the
interoperability information is not otherwise available, and provuded it is not'
"used in a manner which unreasonably prejudices the rlghtholder s Iegttlmate
- interests or conflicts with a normal exploitation of the computer program

'_ 'Copv-Protect Mechamsm ”:Arttcle 7 requnres Member States to outlaw
equrpment “"the sole” mtended purpose of ‘which ‘is to facnlttate the

unauthorized removal or circumvention of any technical device which may
have been applied to protect a computer program.” -
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European Telecommumcatlons Standards lnstltute -
| B | Undertakmq o e e
Adopted March 18 1993

The European Telecommumcattons Standards lnstltute an E C chartered
standards- settlng organlzatron used to establrsh E.C. standards in the
telecommunications arena, adopted an Intellectual Property Rights ("IPRs")
i _Polrcy and Undertakmg ("Undertakmg"). on March 18, 1993 lf 't'he |
. Undertaksng had been. rmplemented fully, companres would have been
e_;gcl_u,dedr from t:he\ European ,_teleco_mm.u nications _,marlget_ : (and potentlally
other rnarkets 'u-sing ETSls .etandarde) u‘nl‘ess they had agr.eed-to Iieense
| therr telecommumcatlon related IPRs through an unfarr and. conflscatory

~ compulsory llcensmg scheme

= 'The ETSI Undertaking, as envisioned, was a binding agreement requrred to
__be S|gned by . aII ETSI members to prospectlvely llcense patents through a
_compulsory Ilcense by-default scheme. Under the agreement srgnatorles
must allow ETS! standards to be based on their proprietary technology and -
must license all related IPR's to other signatories, unless they 'identify and

| _wrthdraw Specn‘sc patents thhm 180 days aftera 6 line summary descnblng

a prOSpectlve area to be standardtzed has been approved No notice is
provided to IPR right holders that their specific patents are being considered
for incorporation into an ETSI standard. Thus, the fundamental objection to
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. the Undertaking is that the o_.ompulso_ry licensing s__c_heme_, throug_h'_ this failure
- to provide notice 1o the IPR rightholder, deprives the IPR rightholder of its

right not to license its technology where that is in.i_ts bu_sine§~s interest. The
. Undertaking also limits the rightholder*s right to negotiate terms and

remuneration for the IPR Ircensed under the scheme Also, license terms
~and remuneration are sub;ect to blndlng compulsory arbitration. The
- Undertaking’s compulsory Ilcensmg scheme applies not only in the E C but
potentrally wortd-wrde mcluding_tt@ Unlted States and Japan R

The computs:on for jomlng ETSI is that only members are assured of

licenses in’ mtellectual property nghts (IPR’s) mcorporated into ‘the

organlzation s standards that will then be used throughout the European
Un:on And only members are permitted to parhcnpate ln the standards—

settmg techmcat commlttees which determlne whlch IPR's are lncorporated |

into the ETSI standards ‘and ‘which receive early mformatnon on what
technologies are being considered for standards. -

The ETSI u'rsde'rtaking ‘was brought before the E.C. Commission as a-

- vnolatlon of the European competltlon laws (Artlcles 85/86) pursuant to a

June 1993 complalnt ETSI members recentty voted to w:thdraw the |

| Undertaklng
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. DATABASE PROTECTION (PROPOSED)

Council Directive.. -
of

~ On The Legal Protection of Databases @~ |

The proposed dlrectlve is desrgned to protect ﬂ databases "stored and
accessed by electronlc means and the matenals necessary for the Operatlon
" ‘of the database such as its thesaurus mdex or system for obtammg or
presentlng information; it shail not apply to any computer programs " The
current draft was completed on October 4 1993 based ona June 23 1993

" opmlon of the European Parllament ’ “ o e

_The rattonale ‘for the dratt D|rect|ve rs to harmonlze the protectlon of

| electronrc databases throughout the E C whrle at the same tlme reducmg | '
- the risk that the- contents of a database may be downloaded and rearranged- B

-electronically without authonzatron ) produce a database of identical
o -'content but which does not mfrrnge the copyrlght in the arrangement of the
database (WHEFtEAS Clause 27) - R |

'_.Copvrlqht Protectlon Arttcle 2(1) clarlftes that the onglnal selectlon or

"""""arrangement ot the database |s protected by copyrrght under Berne rtlcte'”_”

) 26).
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~ Sue Generis Unfair Extraction Right - Article 10 creates a sui generis right
“to prevent the unauthorized extraction or re-utilization, from that database,

of its contents, in whole or in substantial part, for commercial purposes.”

This unfair extraction right applies irrespective of the eligibility of that
database for copyrlght protectlon i.e., it covers the database whether or not
' there |s onglnal setectlen or arrangement However it does not apply to the
.contents ot a database where these are works already protected by
| copynght or nelghbonng r:ghts

'Unfatr Extractlen quht Compulsorv Llcense Artlcle 1 1 states that "rf the
works or materiais contained in a database whrch is made publlcly avallable
cannot be tndependently created ~collected or obtamed from any other
| source, the nght to extract and re utllrze for commermal purposes that are
not for reasons such as economy of tlme effort or fmancnal :nvestment shatl

be hcensed on fatr and non-dtscnmtnatory terms "

The Iawful user may also extract and re- utlltze "tnsubstantlal parts of works |
~ or materials from a database for commercial purposes.”

~ Term of Protection - Article 12 clarifies that the te'rr'n‘o'f prdtéction for the

unfair extractton nght 1s 15 years from the date it is first made avarlable to

.-.::..ﬁ-.:the pubhc However a fresh pertod of protectlon wrlt begtn If there rs any

substantral change“ 10 the database. "Substantial change" is detined fo
mean "the successive accumulation of insubstantial additions, deletlons or
- alterations in respect of the contents of a database resulting in substantlal
‘modification to all or part of a database." | | | |
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Areza of Conearn:

No National Treatment -’ Article 13(3) states that the right to prevent
unauthorized extraction may only | be obtained by-an act of Council based on

‘a proposal from. the Commrss:on for databases produced in countries
outside of the E C by non E C natrona!s or by cornpanres whrch are not
~ formedin accordance with the Iegtslat:on of an E.C. member state and have
therr reglstered offrce central admrnrstratlon or prrncrpal place of bus:ness
' wrthrn the Commumty WHEREAS Clause 38 ciarlftes that the unfarr
extractron nght erI only be extended rf the thtl‘d countnes lnvolved “offer
comparable protectlen to databases produced by natlonals of the Member'
~ States or habltual resrdents of the Communrty " This is a farlure to grant , |
“national treatment.

-_mcorporated mtoadatabase o | :

~ Retroactivity - Article 15(2) states that the provisions of the Directive shall

be eﬁectlve for databases created prior to the date of publrcatlon of the

Drrectlve -

- Effective Date - Aricle 16 - 1 January 1995
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COPYIZIGHT TERY

.. Council Directive 93/98/EEC -
~of 29 October 1993
Harmomzmq the Term of Protectlon
of Convr:qht and Certam Related quhts

_On October 29 1993 the European Commumty Councﬂ adopted a Dlrectrve
tnat narmonrzes copyngm rerm among r: C. 'rnernoer states. The ratronate
| tor the Dlrectrve is to avord dlfferences |n member state copynght terms that
| woutd 1mpede the free movement of goods and thereby drstort competrtron

[}ﬂmﬂg[ﬁn‘is:

| therarv Works Artrcte 1 requrres that aIt E C member states must

| harmonlze their copyrrght terms for Ilterary and artrstlc works to Ilfe of the
author plus 70 years. For legal persons and for collectlve works the term
* runs for 70 years after the work is first made available to the public.

Computer Proqrams Artucle 11 clanfres that the computer program term

and the term for the rental right is governed by this Directive.

which have not exprred on or before 1 July 1995,
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Aregr of Concanns.

Non-E.C. Works - Article 7 states that the copyright term for works

- originating outside the European Community, where the author of the work
is :not-a- Community na.tional,; will-be limited to-the: copyright-term..in -the
country of-origin. This.is:again: a failure to grant national treatment and a
discrimination against foreign works. ' '

| Note:that Berne. Convention.: Artlcle 7(8). appears 1o permft thISu..type -of
discrimination against non- Commumty nationals.

AUDIO & VISUAL L?a@wm

E. C cguncll D:rect:ve 92/1 00 EEC of

November 19 1992 .on. Rental quht

Lendmg Fl:qht and on Certaln quhts
Related to Copvrlqht in the

- Fleld :\of;lntelle.ctual Property oo e o0

The Directive requires Member States to-provide authors; performing-artists
in respect of fixations of the ‘performance, phonogram” producérs, “and

...producers of the first fixations of cinematographic works a right to authorize... .. . ...

- or prohibit rental and lending of originais and copies of _copyrighted works.

The Directive is without prejudice to the provisions of the'E.C. Software -’
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Directive. Each of the rightholders has the right to an adequate part of:the
remuneration, which right cannot be waived, but its administration may be

assigned. -

Whether- aspects ‘of the' Directive may be-applicable to U.S. authors'is a
- matter of “"debate - “and  will - depend - on- individual Member :State
implementations of the Directive. Cpt e S .

The Directive must:be implemented by the Member States by 1. July 1994.

AUDIO-VIDEQ TAPE LEVIES (PROPOSED)

Proposed E.C. Council Directive
On the Coordination of Certain Rules
~ Of the Law of Copyright and Related
Rights Applicable to Private Copying

The draft Directive imposes a harmonized private copying levy on blank
video and audio recording media and video and audio recording apparatus

(Article3(4)). Ihew_;purpc}ase:~<of:;:-rt_h.e, levy -is to-compensate: authors: for .the

private copying; of works: fixed. on.a phonogram or on film.: No mention is

..made of paper-or paper copier devices. .« i - 0

- CoIIectinQ"f--sSOC'ietieS‘f ~ Articles 8 and_3(3):clarify :that the: levies will be
collected by collecting societies and distributed to natural person authors to
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958

compensate for private copying. The collecting societies will determine how
the collected levies are to be apportioned among the authors.

inalienability - Article 3(2) states that the author’s right to levy remuneration
is inalienable and may not be rengunced. . . - o

.:Computer Programs Artlcle 1(3) clanfles that the Directwe does not appiy |

..tO computer programs et e

__glta! Copv-Protect - Art:cle 12 requures Member States to take

BNEEY

aim is to facmtate the unauthorized suppression or neutrahzatlon of any |
“technical device fitted o prevent or limit digital copying according to IEC

A a f@“@g L

. ;Non Commumtv Authors Artscle 4( ) states that non- Communtty physical

or legal persons are not recrp|ents for purposes of remuneratlon within the o

meaning of this Directive. This failure to accord national treatment to non-
| ECommun:ty authors will_permit. Member States, and col!ectlng societies 1o

- refuse to dlstnbute remuneratlon to non Communlty authors to compensate

‘for the pnvate copymg of thelr works takmg place W|th|n the Commumty

_EfféotiVé Date - Article 16 sets ;the effective date for the Directive as 31
December 1994, | |
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Council Directive 93/13/EEC
-~ of 5 April 1993
] On Unfair Tel‘mSinConsumer Gontrac_ts_ inEn

On. Apnl 5, 1993, the European Communlty Councul adopted a Dtrective that

vords "unfair terms" in standard form contracts between a seller or d suppller_-

and a consumer, w! ere those "unfair contractu ual" 'rerms have not been

| ?'mdlvrduallv neqotlated “An "unfarr term“ is one which causes a srgmfrcant
E'rmbatance in the part:es rlghts and obhgatrons to the detrlment of the

' "‘consumer

Non-Negotiated Terms - Article 3, which is of particular interest, reads as
follows: | | | o
1. "A contractual term which has not been rndlwdually negotrated

shall be regarded as unfair if, contrary to the requrrement of

| good faith, tt causes a srgntfrcant imbalance i rn the part:es rrghts |

- and oblrgattons arlsrng under the contract 1o the detnment of the

l consurner

T TN term shaII always be regarded as not rndwsdualty negotrated

T Where it has been drafted in advance and the consumer has

| :"'"therefore not been able to mfluence the substance of the term |
-particularly in the context of a pre- formulated standard contract.”
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 "The fact that certain aspects of-a term or one specific term:have
been individually n'eg_otiated shall:not exclude the application of
this Article to the rest of a contract if an overall assessment of
the contract indicates that it is nevertheless _a-_-_-pre_-form‘u_lated
standard contract.”

o "Where any seller or. suppher clalms that a standard term has
“been individually negotiated, the burden of proot in this respect

| shal! be incumbent on him.” .~

. 3 "The Annex Shatl contaln an mdtcat;ve and non exhaustlve I|st of
the terms which may be regarded as unfair.”

Prlce Terms Art;cle 4 clanhes that pnce terms cannot be vnewed as unfa|r

| in and of themselves

_Consumer-Favored Interpretatlon Artlcle 5 reqmres that aII terms be tn

'plam ;ntelligtbte Ianguage and states that where there is doubt regardlng the
~meaning of a term, then the tnterpretahon most favorabte to the consumer
shall prevail. |

Choice of Law - Article 6 clarifies that, if-possible, the contract shall

....continue.to.bind-the p'arties with the "unfair terms” stripped out. The Article. .. ... .-

also states that the prowsuons of the Directive may not be nulhtled by usmg |
o chmce of faw prov:snons in the contract. '
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‘Effective Date - Artrcle 10"make the Directive applrcabie to all contracts
~concluded after 31 December: 1994 o

.--:.@@Ms‘@maa WARRANTIES

Green Paper on Guarantees For Consumer
" Goods and After Sales Services COM(93) 509 Final

~ The Commission has issued a Green Paper covering express and implied
.warrantres for consumer goods and after-sales ser\nce The paper mcludes
a detailed survey of warranty iaws among the Member States |

Consumer warrantles may be the next area of attentron for the Commlss:on |
Specrflc issues “that will probably be addressed are the creatlon of a
Community-wide legal guarantee which will arise as ‘a matter of Taw
trrespectlve of the sales contract potentlally harmon:zmg Iaws on express
warrantles and puttmg Iaws rnto place to facrlitate the offenng of_ |
Commumty wrde guarantees T |
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CUSTOMS (PROPOSED)

Proposal of A Council Regulation (EE_)
Lavmg_Down Measures to PI‘Oth!t the Release

for Free C:rculatlon Export or Tr'an's'rltt of
S Counterfelt and Plrated Goods

93/C 238/ 1 5

Submitted bv the Commlssmn on 16 Auqust 1993

'The‘-p'ropc"sed customs reg‘ﬂ!atiOn_-womd take the place of Council Regulation

(EEC) No. 3842786 of 1 December 1986, but would expand the:scope of
customs to cover not only "counterfeit goods," which are defined as goods

_ bearing an unauthorized trademark; but would'also cover "pirated goods”, b

-which are defined as goods made without the ‘consent of a copyright holder.

_Trademark Registration - Article 2(a) requires that the trademark be validly

reglstered in: respect of the -same: type of goods that'are bemg Imperted or
exported. e e ettt maticoen i . B

Separate Trademark Logos/Tools, Moulds/Packaging - The Article 2(a)

- definition-for:“counterfeit- goods": ‘specifically “includes trademark logos -

- presented “separately, as' well‘as"the tools ‘and ‘moulds used” for the

* manufacture of the counterfeit trademark, and packaging material bearing

- the trademark.
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Copyrighted Works - Article 2(b) clarifies that the copyright need not be
registered under national law in order to stop copyrighted goods at the

- border.

'Paratlel ImportatlonlExportat:on Art|cle 2(3) states that the Ftegutatron
does not apply to goods which bear a trademark wnth the consent of the

owner or which include ‘a work’ protected by copyr:ght ‘and made with the
consent of the holder of the right, Wthh are entered for import or export
wuthout the owner's or holder's consent |

Suspension Application/Security - Article 3 states that an owner may

~ lodge an application to suspend the release into free circulation or-for export
of counterfeit or pirated goods. A security bond may be required.

| Penalties - Article 7 requires. both. the destruction .or disposal of the
counterfeit/pirated goods: outside of the.channels of commerce, and other
measures necessary to deprive' those responSibte for this

: Me_mber_s States,shall. umpos_e.tpe_naltres to -drscour,age furt_he.r tr_ansactl_ons_ .of '

. ~ the same kind. Such penalties must have an adequate deterrent effect.

Names of importer/Exporter - Article 7(3) requires the Customs Office to '

'-—-'-~-:»=--»~<fintorm~ther-- rightholder;--upon--request;--of-the.-name- -and- address- of-the. ...

consignor,. importer..or exporter the - manufacturer and the consagnee of
goods found to be oounterfelt or pirated. . '




TELEVISION BROADGASTING

E.C. Directive
~ Television Without Frontiers 89/552
“Adopted 3 October 1989

~ The Directive states that after broadcast licensing permission is granted in
- asingle Member State, a television channel may be broadcast to. all other
Member States. . oo o i |

Note that the Directive requires that a majority of broadcast programming
time be reserved for European works. If that majdrity programming _
“requirement is not practicab!e, then'the'proportion of European works should - * S
at least equal the national average for European works. In view of the L
| "convergence' of audio-visual.and :te,i.e.commu‘niGatié_n...s:-ftec_hnquogies and the
projected increase. in_multimedia . products -and services, this restriction

~ presents a significant trade barrier. | I
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NELEVISION BROADCASTING

E.C. Directive on Satellite Broadcasting

- and Cable Retransmissions
- Adopted 27 September 1993

The:Directive states that approval for a satellite broadcast must be obtained

YT YiaTaldvsBRlal

originate. The laws of the country of broadcast origin control the transaction.

' Thus, a broadcaster may clear all rights granted to authors; performers; etc., -
of copyrighted works via the laws of the Member State where they
broadcast.. - ool ~ - . L

TRADEMARKS

- Community Trademarks Regulation =
" (40/94/EEC) of 14 March 1994 = '~

The Regulation provides that a trademark holder may file a single application

_.in_a_single_language for a trademark registration covering all 12 EC. |

-.'Member States (Article 115). The European Union willl translate the
_application into the other 8 languages at E.U.’expense (Article 116). |
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Effect Throughout the Community - The Community trademark is obtained
by registration. ‘Article 1-states that the Community trademark shall ‘have
equal effect throughout the Commiunity, and must be registered, transferred,

surrendered, revoked, or invalidated with respect to the entire Community.

Likelihood for ‘Confusion - Afticlé ‘8 ‘clarifies’ thatin an ‘opposition; ‘a -

trademark registration application will be refused if it is identical to or similar
to an earlier mark for identical or similar goods or services and there exists

~ ‘allikelihood of confusion in'the territory where the earlier mark is protected.

| Exclusive Rights in the Community - Article 9 confers a variety of

~ exclusive rights covering ‘the  use of identical trademarks on goods  or

~ services identical to that for which-the Community trademark isregistered,

and ‘also extends 4 right to prevent the use of marks that are identical to or

_similar to the Community trademark on goods or services that are identical |

to or similar to the goods or services covered by the Commumty trademark

~Famous Marks - Article 9 also grants'an exclusive:right over the use-ofa -

- mark which is identical to or similar-to a Community Trademark in‘relation
'to goods or services which are not similar to thosé for which the Community

trademark is tegistered; where the Community trademark has a reputation

«~in the-Community and'where-the-use-of the-mark causes unfair advantage, = =~
- or is detrimental to the distinctive character or the repute of the Community

trademark.
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-Exhaustion - Article 13 clarifies that, in general, there will be- Community-

-wide exhaustion, once the goods have been put on the -market in_the -

Community by the proprietor or w:th his consent..

Licensing - Article 22 states that the Community trademark may be licensed

~.for some or all of the goods or services for which it is registered and for the

. -whole or a part of the Community. - -

Term - Article 46 states that the registration is for a period of 10 years from
the date of filing of the application, renewable for further periods of 10 years.
-V-Co_nvergion.to .NationaI-Applicatigﬂ - Article 1 O:S:perm_its an applicant for,
or a proprietor of, a Community Trademark to request the conversion of his

-Community-trademark application or Community-trademark into a-national
“trademark application to the extent that the Community trademark application
is refused, withdrawn;.or deemed to be withdrawn, or to the extent that the

Community trademark ceases to-have effect.

Courts of First and Second Instance - Article 91 requires-Member States

1o designate-in their territories naﬁonal courts of First and Second Instance

and Article 92 grants those courts exclusive jurisdiction for all infringement
-actions, for actions for declarations of non-infringement; if permitted, and for -

.actions.for.revocation-or-for.declarations. of INValidity: .« .:xrwwm i
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TRADEMARKS

Council Directive 89/104/EEC
" Harmonizing Trademark: Protectlon
Adopted December 1988

-f"The D|rect|ve harmomzes the laws of the Member States regardmg the
| "defmrtron of a trademark, what marks may be registrable, the excluswe nghts |

. granted by the individual Member State registrations, and the limitations that

‘may be placed on those exclusive rights.

ﬂM@@STEMAL@E@”@ L T ITCT

Proposal for a European Parltament and
" Council Directive on the Leqal o
Protection of Designs o

(3 December 1998)

~ The proposed Directive would harmonize the national design protection
regimes of the Member States and would allow the co-existence of these
natlonal desngn protection regimies W|th the Communlty deS|gn nght

AL BN S I SRR W R F NN L-?- Bl B , Bk W a3 L ded

Harmonized Definition - Article 1 ‘States that *design"’ means the-
~ appearance of the whole or a part of -a product resulting from the specific
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=--subsist in-a-design to the extent that it must-necessarily- be- reproduced it

I
[
|
1
features of the lines, contours, colors, shape and/or materials of the. product \i

and/or its ornamentation.

Computer Programs - Article:1 expressly excludes computer programs from

‘protection under the Directive. . ..~ .. . .

.Fteglstratlon Artlcle 2 states that the Dlrectlve only applles to desrgn rlghts

| _regtstered m one or more Member States Unreglstered deS|gns are not |

_covered

~ New/Individual Character - Article 3 states thata'des'ign: i's'-"e'l'?igi'ble"'for
protection to the extent that it is new and has an mdlwdual character A

design is considered to have individual character “if the overal[ impressmn
it produces on the informed user d|ffers srgnmcantly from the overall
impression produced on such a user by any des:gn" des:gnated as prior art _
(Article 5) | i LTI

Technical Function - Article 7 clarifies that if a technical function leaves no

freedom as regards arbitrary features of appearance, then there shall be no
B protection for that feature. '

Mechanical Assembly - Article 7 also clarifies that a design right shall not

-exact form and-dimensions in-order to permit a product-in. which. the desrgn
is-incorporated to be- mechamcatly assembled
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Exclusive Rights - Article 12 requires a set of minimum exclusive rights

including an exclusive right of use.

Scope of Protection - Article: 9 clarifies: that the design: right covers any
design "which produces on the informed. user a 5|gn|f|cantiy simitar overall

-rmpressron The degree of freedom of the desrgner in developing his

desrgn shall be taken into consrderation in assessrng scope.

Term of Protectlon Artrcte 10 sets out a term of protectton of 5 years -
renewable for periods of 5 years each up toa total term of 25 years from

hefiingdate. - . .o

Invalidity - Article 11 harmonizes the potential grounds for invalidating the

design right.

Repair_of Complex Product - Article 14 prevents the design right from
- 'belng exercrsed after 3 years agaxnst thlrd partles when the desrgn rs_

_- .|ncorporated marepalr part necessary to restore the on
: .'acomplex product | o e

N Cumu!atrve Protectlon Artrcle 18 clartfles that the cumulatlve appllcatlen_

of copyrrght Iaw and desrgn protectlon Iaw rs mandatory |f the desrgn futfllls
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Proposal For A

European Parllament and Counc|l Requlatton
on the Commumtv Des 1gn
(3 December 1993)

Thls proposed Regulatton |s mtended to provsde a srngle desrgn reglstratlon
tnat grants protectlon across tne entlre oommumty R

Two-Tier Protection - Article 1.2 sets up a two-tier protection "'s'yste'r'hi The

" first tier is an Unregistered Community Desi_gn and requires no forraa_iities.‘ |

‘The second tier is a Registered Community Design, which is based on a
Community registration. ) |

Communltv-W:de Effect - Artlcle 1 3 states that the Commumty Desrgnj

shall have effect throughout the Communlty, and must be reglstered
| -transterred surrendered or invalidated with respectto the entzre Commumty' '

Desmn Deftnltlon Artrc!e 3 states that "deS|gn" means the appearance ot'

3';V.V.h0|e or a 'art of product resulttng from the specrflc features of the. o o5

'__llnes contours, colors, shapes and/or materlals of the produot or lts
ornamentations. | |

—136—




Computer Programs/Semiconductors Excluded - -Article : 3 expressly
excludes computer programs- and ..semicon,ducte_rs,from.-the, definition -of
"product.” . -:Hew_ever-, the. notes ‘apoear. to Ieave.ope_n-‘tihe possibility - of
protecting specific gfaphic- designs,s_‘uch-:_-.-as icons or menus, provided: the
normal design requirements are met, |

- New/Individual Character - Articles 4-6 ,_feq uire that.a design be eligible for
‘protection if it is new and has an “individual character”. .~A. design is

_ considered 10 have an individuai character "if the overall impression it
~produces -on- the informed - user differs . significantly . from the overal[_
'rmpressmn produced: on such-user- by a deStgn" in the. prior- art.

~ Grace Period - Article 8 provides a 12 month grace period for Registered
Community desngns thh respect to disclosures made to the pubhc by the

~ designer. . :

e Techmca! Function - Article 9.1 clarlfles that |f a technlcal functlon Ieaves

no freedom as regards arbitrary features of appearance, then there shall be
- no.protection. :

—

Mechanical Assembly - Article 9.2 states that-a ..,d:e__sign.; right shall :not

| subsist.in-a.design -to-;tbe;exte_nt that it must "necessarily be:reproduced in

' -its-exact form..and dimension's'in”order to-permit-the product in which.the -

design is incorporated or to Wthh it is apphed to be mechanlcally
| assembled "




Scope of Protection - Article 11 clarifies that the design right covers any
designs "which produce on'the informed user a =Sig‘n'ificantiy similar overall
impression.” The dégree of freedom of the: des:gner in’ develop:ng the
design shall’be taken into account in asséssing sc0pe RS

Term for Unremstered Community Design - Article 12 provides a term of
3 years from the date made avaliable to the publlc for. an unreglstered

Community DeSIgn

Term -for'f.R'eqiStéred‘-‘ Ce“mmuhitvf-D'é'sig n 5 Article ‘:1.3'-prOVide's&-a term of 5
~ years from the date of filing for a registered Community Design, which term

is renewable for per jiods of 5 years each up to a total term of 25 years

Right Conferred by Unregistered Community Design - Article 20 states’
~ that the right conferred by the Unregzstered Communlty Desugn is protectlon

agalnst reproductlon only.

Rights Conferred by a Registered Community Design - Article 21.1°
states that the rightholder of the Registered Community Design has an

‘exclusive right as regards the use ‘of the design and can enforce that right

against any ‘similar design; even where the infringing désign has been

~geveloped-in- good falth prowded that the ﬂeglstered IeS|gn -has" beenf‘-‘--»------~---
 plblishidr o o SN SO
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Repair of Complex Produict - Article 23 prevents the design right from
beirig exercised after 3 years from first marketing against third- parties when

~ the design is incorporated in a repair part necessary to festore the original
. appearance of a complex product.

Exhaustion'- Article 24 creates a 'Cdmmfﬁ’nitwv&idé?éXhaUSﬁOﬁf"ot-?!tﬁ'e?rigttt
for an individual-product that has been’ put on the market in the Commumty'

by the nghtholder or with his: consent: -

~ Invalidity - Article 27 harmonizes the potenttal grounds for mvahdatlng the
deS|gn right. -

| Ltcensmg Article 34 clarifies. thata Commumty lemgn may be licensed for
the whole or a part of the: Conmimunity:- ooy nls e

~ Publication Deferment - Artlcte __52 ermllts apptlcants for a F{eglstered
r up to 30 months from the date of

Commumty Design to defer publlcatlon

- Courts of First and Second instance - Article 84 requires Member States
to desngnate in the:r temtones nat:onat courts of Flrst and Second Instance
and Art;cte 85 grants those courts exciuswe Ju_nsdlctlon for mfrmgement' |

- declaratlons of invalidity, and for counterctalms for a dec!aratlon of mvalldlty"{
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| Cumulative National & Community . Protection - ,Art_i_q_l_e -99 _p_grr}fri_ts'

- rightholders to maintain for the same design parallel protection consisting of
a ,ng_munity _D_esign- _a_nd one or several ,_nati_on_al ,_register'e_q design rights.

Copyright and Other Protection - Article 100 requires Member States to

| grant.copyright protection for a design if it meets the normal c'grrditi_o:ns_-: for
copyright protection set. by the Member State. . Registration under this
Regulation does not prevent actions: for patent, trademark infringement,

unfair competition, efc.
SEMICONDUCTOR CHIPS

- Council Directive 87/54/EEC Lo
on the Legal Protection of Topographies -
of Semlconductor Products |

27 Januarv 1987 o LT

- This 1987 Directives requires the Member States to protect t_hé topographiéé

- of semiconductor chipproducts.

| Semrconductor Products Artlcles 1 and 2 Izmit protectlon to products

..,._-.....'"C’Udmg a Iayer of semlconductor materlal and whlch are lntended to s

perform an electrlca! funct:on -
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| Registration May Be Required - Article 4 clarifies that Member States m‘ay

require registration before protection is accorded.

" Reproduction/Commercial Exploitation - Article 5 defines the minimum
‘exclusive rights:to include " the ‘right : of reproduction: -and: the:right  of

commercial exploitation or importation. 0 e

10-Year Term - Article-7 provides for a 10 year term of protection. = .-~

—14i—




EUROPEAN INFORMATION INFRASTRUCTURE

The European Commission has indicated that it will be preparing in the
coming-months:-a Green-Paper covering:intellectual property ‘used inthe
European: Information Infrastructure, with : piublication projected for..early
1995. The Green Paper will identify gaps in intellectual property rights that
~may inhibit the rightholders of videos, music and software from uploading
their works:-onto. the information - highway network -in: Europe.. Forthe
‘European information highway to be successful, laws and technology must
be in p!ace to -ensure that only properly authorized consumers upload or
~downjoad works' on the network, and to ensure that appropriate
| compensation flows back to rightholders who use the network to conduct
transactions. It is expected that some form of transmission right will be
explicitly added to European copyright law and that technology to
circumvent encryption and copy-protect mechanisms that are used by
rightholders to protect their works wilt be outlawed. A separate Green Pape'r
on the legal protection of encrypted broadcasts may be prepared.
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' The: trademark as. it relates to the.common name, : customarily
'used mark and descrlptlve terms, of goods is a problem always
generated in’connection with determination’of appropriatenéss of its
display:in: advertlsements and other media, measures for prevention
of major trademarks from losing dlstlnctlveness,_and other corporate.
business 'activities. - Nevertheless; & number of  judgment criteria
compllcatedly involved-.in it makes it 1mp0551ble to deal. with. that
issue unlformly, thus constituting an annoying matter to trademark -
managers. ' In addltlon, nothing has been done, since’ 1959 when"the
Trademark  Law. now -:in ' :force ~was -adopted, :with. - respect::to
administration of the system at 1ssue The system, as it is, does
not " seem " always to be compatlble ‘with the’ prevalllng ‘market
situation. In this thesis, we have tried: to-find out, using -a

particular - issue,’ “‘the ~“hope “of““*identifying - de51rable
administration- system to .cope-with ‘the present. 51tuatlon ~Alsoy
.with respect to the current trademark system,‘controver51es have.. .
‘been made from the viewpoint of préevention of trademarks from loss
of :distinctiveness.  For this.reason, we will offer.a few proposals
in an attempt to dlscuss whether trademark rights. Wthh have lost
‘distinctiveness should be left as they are or not B '
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I. Introduction‘ | ‘ - - _

Exact criteria for judgment on whether a givéh‘nsmé'of a
commodity ‘is -a- common name, customarlly ‘used mark, “or- descrlptlve
terms, have 51gn1flcant bearlng on admlnlstratlon'of the trademark
system, particularly in granting an registration,; ‘making judgment
on dominant portion, and validity, of a trademark. K  Individual use
of trademarks requires judgment on not only approprlateness of the
relation between a given commodlty and a. partlcular, proposed mark
but: tlme and C1rcumstances of the use- on a case-by-case ba51s For
thlS reason, the Judgment formed by a trademark manager w11l vary
w1th hlS accumulated experlence as’ such. Also; for example, w1th
__respect to the preventlon.of a. trademark from 1051ng dlstlnctlveness

which: requlres monltorlng -and. control of the manner in- whlch it is

actually used,. a trademark manager essentlally has llmltS beyond'

Wthh he cannot personally and ” successfully manage 1t.‘ Thus, thls
1ssue embraces a number of dlfflcult areas Wthh trademark managers

‘tlons

]:ermlno ogles

as merc andise

Recently,:‘

.dlver51f1ed and appllcatlons for- reglstratlon ‘ofUtrademarks flled.

1n a mass, rlghts of appllcants and owners of trademarks have become

SO compllcated as. .to be beyond comparlson w1th those ln the past

Also, popularlzatlon of mass medla has speeded up. conveyance of
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information to consumers and made it easier:to-change trademarks: to
Common names. I am sure, therefore, that representatives present
here from. the: member 'rcompanies are well "aware that ‘trademark
managers now-find it even more difficult :to successfully manage the
trademarks than in the past.- ' '

- In addition,: some 170,000 trademark applications are filed
annually, - with: the result of rchronic -‘Indigestion' in examination
‘processes. 0f .the. Patent Office: and of some trademarks registered
whenuthey_Shéuld'have.been rejected at the examination level.. Also,
as will be discussed hereinafterizopportunitiesxin~Japanzto~get-rid
'of;Certain.disqualified.registéredatrademarks are rather restricted:
Whileawe_appreciatexthatpthefrestrictedusystemais intended to serve
" the purpose: of stability of trademark?rights onceracquired}iwe are
afraid the éurrent‘systemﬁis outdated: because of the number. of
trademarks applied for and registered: and. of in creasing commodity
terminologies which are:disproportionate to those 0f:1959:when:the
- Trademark Law:was adopted.:.: '
conaeInsthis thesis, we will discuss the systeém of sthe trademark:law
and--its administration. as. well. as policies . of :some .of major
businesseS¢in:thiswtountryymwith4respe¢t:t01the name, .and display
of, features of the commodities. . ciootattocoowiiloan
oI Aprils 1992,-Japan introduced registration of service:marks.
Our  discussion. here will, however, be . restricted ‘to commodity
-trademarks,-because court precedents and other case data 'are not
enough for us.to discuss—the service marks, and also because the
service-mark is somewhat different-fr0m'the*commddity“trademark in
. the sense ofi the mode of:display. vt v fadissis

1. ‘Registerabilitys:
.| -The Trademark Law provides in Sectidn:3aSubsection-1 (i)~(iii)

II. 'Distinctiveness of a Trademark under Japanese Law -

. that any such: common name, customarily used, or merely descriptive .

terms, of a commodity, as is not distinctive from those;ofwothers'
is'not‘eligiblewfor-registration;a These:marks'are-neCEssary for
trading ‘goods in the market, and rare-not eligible -for personal
'_monopoly,-with-the~eXception~of~desCriptive-terms:which“havevbeCOme

distinctive, by way of use,:from’ those of others and may:'then:be

*
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" presumed (Sec. 38).

registered as to that commodity involved. (SeeSec.3 Subsec. 3
(ii))

A trademark: applled for  registration; if: decided " by - the
examlner_(see.SecJ;u14J as being falling’ under -any onewof {(i)={(vi)
of Subsec. 1, Sec. 3, will be rejected (see Sec.. 15). If decided
to: have no grouhdshoffrejectionr(Note:-The grounds ‘are not limited
to (i)-(vi) as stated:-above.:  See: Sec.: 15.); the application-will
‘be-published i(see Sec. +16). ~In the absence of any opposition (see
Sec. 55 of Patent Law, :as applied mutatis mutandis under :Sec. 17

of 'Trademark: Law) '‘or decision against any: opposition filed, ‘which

negates  grounds . for : rejectiony “decision- will ~'be 'made " for
registrationaand,'upon'payment'Of“the‘registration“fee'(see-Sec”
40), registration will ‘be effected- whereupon ‘the “trademark- rlght
will come into existence:(see Secu: 18). to

-Any . ack ~of ‘distinctiveness of:a trademark at “the. tlme -of

'renewalxdoes,not constitute. a:ground-for:rejection ofithe renewal:

'Hence,'no trademark which has become norlonger.diétinctiVeﬂat*anj
time after- it was registered or which, at the time of examination
of the application, ‘was: not distinctive and.should: have properly
been rejected . may be rejected “for renewal on ‘that! ground.‘~-

2. Validity of Trademark Right:

Upon. registration of .a trademark, 'its:.owner. will: have an
exclusive right.to its use (Sec.  :25). Also,-in’‘order -toprotect
that. exclusive .right,  the trademark owner has “the right ‘of
- dinjunction:against infringers and'of-removal:of“use‘by-others.Of:use
of similar trademarks on 'similar goods/servicesﬁ(Secs,‘:361and:37):
Infringements are presumed to have been made negligently  (Secii 103
of Pat. Law as applied under Sec. 39 of Trademark Law), and the
trademark owner is-entitled to damages, if any sustained (although
there is no specific provision in the Trademark Law.to that. effect
but:it: is generally held that Sec. " 709 of the Civil Code“applies

to it)<  ~The amount of damages sustained by: the trademark owner: 1smmmm

In-addition: to-pursuance of ~infringements "in-terms: of 'civil
means, :-a. penal ' provision-:is “available and -‘the offense:iof
infringement is subject ‘to imprisonment with labor ior. a -fine (Sec:

18) .. Penal provisions of .the Trademark: Law ‘are .subject to.the
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General Provisions of the Civil Code, it being @lways required-that
knowingness and willfulness be present as one of requirements of a
Crime*ksec“"3S‘SubSeC”' 1y. Attempted or negligent offenses are
not’ subject to penalty REREEE o ey e
Registered’ trademarks . have the " valldlty ‘as “outlined ' above.
Thus, whether a trademark falls under a common name, custcmarlly
used mark’ or descrlptlve ‘term’ is a- ‘seérious” problem ‘from thé
.standp01nt~of-rts*user as “to whether‘he“could"lawfully“use"1t or
whether his use could constltute “an’ 1nfr1ngement of rlghts ‘of
others. : o e e _ : o
_ ““For ycur’infcrmatiOn,ianfinfringement of ‘a well-known or famous
‘trademark could give fise to an ‘injunction, ‘claim for damages, and
‘applicatibn”bf?penaltieﬁ’under the“Unfair'COmpetiﬁion;?revenﬁicn
Law, regardléss of whether the trademark as to the commodity for
which® it is used is- reglstered (or pendlng reglstratlon) It will
be worthwhlle to'note the above as well as the provision of ‘the Law
that a trademark, if famous or well known, may be created because
of its famousness or belng well known. (Here, we w1ll not go into
detalls of “the Unfair Competltlon ‘Prevention Law. ) o

3, " Measures Available under Current Law to Challenge Appllcatlons

“for or Req1stratlon of Nondlstlnctlve ‘TPrademarks s

(1) “"An opposition to a‘trademark*appliCation*may“be*flled after-the -
-'appllcatlon is laid open for" ‘inspection’, but’ prlor to reglstratlon
pursuant to Sectlon 3 (Sec. 55° ‘of 'Patent ‘Law, as’ applled mutatis
mutandls:'under"Sec.f 17 ‘of Trademark Law) " The trademark
fapplicaticn*will bedrejected'lf'the opposition-against registration
Tthereof 1s deemed to have sufflclent grounds to support it~ (Sec
15y, . . e S IR G
(2) A demand for a trial for invalidation of trademark registraficn'
may be filed ' with respect’ to ‘any trademark registered ° in

contravention of Section’ 3, (Sec.‘ 46). ‘It 'is, hcwever;'Subject to

(Sec.: 47), barrlng any trademarks which have been'in“effect for 5
years after its’ reglstratlon from belng subjected ‘to a demand for
invalidation, = for  stability ‘of ‘trademark rlghts “once  secured.
Trademarks - which ' have lost distinctiveness’ after they were

registered ‘are not subject  to a demand ‘for invalidation, “on ‘the
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ground that they were not: registered by mistake.

Grounds. enumerated for rejection of renewal of trademarks do
inot include lack of distinctiveness. Trademark rights continue to
be valid on a semipermanent basis, as long as the trademarks are in
use (or, more specifically, unless they fall under (i)_orr(ii) of
Subsec. 2.of Section 19). ‘ _ ' _

,(3) Trademarks which are not in use for 3 or more consecutlve years
by any_quallfled,holder thereof are subject, under Section .50, t
a demand fer,cancellation_thereof because of nonuse. If the:demand
is granted, the trademark right barring use of that trademark will
“be removed. 1In that the cancellation of the:trademark_so effected
is essentially different from the invalidation of -the trademark.
under Section 3, it will not serve to solve the problem completely,'
The registration:of.a trademark so . impeding use. thereof by. others
max‘be canceled...Still,'another application. for. the identical
=_trademark if filed by spmebddy:elSehlwill_bring,abeat.anpther
- problem.. o L . : et :
L Another means avallable would be a. trlal for cancellatlon of
trademarks in unlawful use (Sec. . 51. and 53).. . It is, however,
restrlcted to certaln extraordlnary cases(see note * below) in which
:the‘ owner of -a. trademark right- lntentlonallyrt or .any llcensee.
.theregi, uses.a trademark identical .with the reglstered trademark
.~ for .goods  similar to. those registered in connection with  that
registered_trademarkrnorda trademark similar. to the registered
,trademark for goods identical with those registered in connection
with. that registered trademark, or a . trademark 51mllar to the
registered trademark for goods similar to those reglstered in
connection with that reglstered trademark, in a way which may be
misleading,as.to_qualities of the goods/services.. . . .
- (*¥) For example, a'trademark,."XX‘Masamune,W,which.is one
.. registered as being applicable to “Seishu“ (a refined "Sake")
-is applied. to "Shochu" (a locally brewed "Sake“) lnstead - or

. to "Shochu," is expressed as "XX Masamuneﬁ_rnstead.“.(mhe term,
o :"Masamuﬁe,f.is a customarily used mark for the refined "Sake.")
{4). On the other hand, Section 26 Subsection 1 (ii}- {iv) provides

that validity of trademarks extends neither to. certain trademarks

—'1__48-'*
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which indicate, "in a common way," COmmen-names or descriptive terms
nor to "customarily used,"sThus,~with‘respect,to:trademarks of
others which were registered in contravention of Section-B, and the
5-year limitation of which has elapsed orAwhichq,afﬁer'registered,
have become a common name, the above provision of Sectioﬂ 26 may be
sought as-the-grounds on which the_way{in-which-the,givenhtrademark
is indicated is wvalid. _
Whethapla:givenicgee,gpa;ifieegﬁpy the requlrements under
Section_3awill be examined and decided by -the Patent.offlce. The
decision of whether . a trademark may avoid exercise of trademark
rights by its owner_by,virtue‘of;the'provisions_of.Section 26 may
be sought. objectively at a_forum_of_justice for:infringements,-or
at the Patent.- Office . forvinterpretation as to validity thereof
(Section 28 Sub sec. 1) e ST . ,.._e
The interpretation by the Patent Office,- however, is held- not

to be legally binding but.simply -an expert .opinion. Its actual. use

ds-almost.-nil,

. As discussed above, the facts that - (i) .the termlnology used:in

a —trac_lemark- 1s a commen name, descriptive term, or customarily used

trademark and (ii) with respect to common names.or descriptive terms

it. is dindicated "in -a. common .way," are the .requirements .for

__eligibility under Section 26. The = judgment - on. :whether-.-the

requirements under Section 26 -are met or not  should . vary with

'individual cases, depending on, among other ~things, the nature, and

mode.of use of, the trademark in question.

- In.the day—to—day'practlce trademark users. judge'whether given

-;rademarks satisfy the above requlrements_and;decldefwhether¢to;use

;hemeo;wnot_ae;well.as.the_mode of .use.

IIXI« "Distinctiveness“-of:Trademarks

1. - Trademarks. Lacking Distinctiveness:

~ The Japanese Trademark-Law defines. (in Sec" :3 Subsec. 1 of

‘me Trademark Law) the,"trademarks lacklng distinctiveness--0f- own- goods
from the others"  as being ineligible for registration, as cited
follows::.

(i) .. -Common names of goods . :-

(ii) - Customarily used trademarks - ..
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(iii) Descriptive marks ‘indicating qualities of goods
" ("descriptive terms" in this-thesis) =
(iV)VCommonplace*surnamesIdr"ﬁames of legal entities™
(v}® Very simple and commonplace marks '
~{vi)~Those ‘other ‘trademarks which do not ' enable consumers to
“recognize the goods as being connected with a certain person’s

business

‘27 Judgment “on when Distinctiveness should be Present:’ -

" A rule has. been ‘established that thé distinc¢tiveness of own
trademark from ‘others should be judged on the basis of its status
at ‘the time of registration (Decisions $34.10.15 No. S33-4). 'The
Trademark Examination Standards provide that -the distinctiveness
will be ‘judged “at the time ‘of ‘decision for régistration of the

trademark. Thus, whether iven trademark” -provides- the

[}
u
b=
<«
e

‘distinctiveness at the time’ of the decision for registration will
determine whether its registration 'may be invalidated. As will be
‘discussed later, trademarks which were distinctive and registered
bubfsubsequently*became-ndndistinctive:may1n0t~be~éxamined at a
later date for invalidation, and, under the current version-of the
law, may ‘only ‘be. available for wuse ‘as any ‘of such  trademarks
Speleled in Section 26 ‘against whlch the trademark right shall not

‘be enforceable.

3. = Trademarks which have Acguired Distin¢ctiveness throudh Use

thereof (Secondary Meaning):

In this section, we wlll“discﬁss those certain trademarks which
were initially not distinctive but, as the result of use thereof by
a'‘certain’ person; i 'has" subsequently “been ‘recognized as’ belng
connected with his business, ‘being ¢apable of distinguishing goods
of that certain person from those of others. : Subsection 2,
Section 3 of the Trademark “Law provides that those 'trademarks

falling under any of (iii)-(v) (of which 'we will discuss only (iii)

.here) of the preceding subsection, with'whic §
thereof, consume¥s have become able to recognizé the goods involved
as’ ‘being connected:with- a certain person’s ‘business shall - be

entitled to the trademark registration, notwithstanding the
preceding subsection what is called provision of "secondary earing".

Some of trademarks consisting solely'of such descriptive terms,
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commonplace surnames or names of legal entities, or very simplé and
commonplace marks, as fall under any of (iii)-(v), may become
distinctive, unless used by somebody elsé. Conversely, any of those
trademarks which, as the result of exclusive uée‘thereof by a
specific person, becomes dlStlnCtlve still remains an descrlptlve
term, commonplace surname or name of legal entlty, or: very 51mple
and commonplace mark. - For this- reason, Subsectlon 2is ‘added to
Section 3 to provlde “that" -reglstratlon ‘may’” ‘be obtalned
_notw1thstand1ng'the prov151on ‘of Subsection 1 with’ ‘respect: to those
trademarks which fall under: any of (1) (v) but have ‘become
dlstlnctlve as the result of use. ' REEEE o e
Whether a trademark has become distinctive is judged ‘in the
day-to-day practice, based on‘criteria prov1ded for in the Trademark
Examination Standards.  In- order for a trademark under reference to
be" reglstrable, ‘trial’ precedents appear to requlre facts ev1den01ng
that it has become "well-known or" famous" and "recognlzable as’ goods
as belngqconnected with & certain- person’s business"’ by‘"dealers and
consumers” as the result of  "exclusive" "use" "bver a long period
of time" ““"on ‘specific goods" or of "widespread 'publicitiflor
advertisément activities." Also, the fact “that’ the' trademark ‘i's

connected with ‘a ' certain’ person s business’ need ‘not be recognlzed

V“by-consumers. “As ‘long as the ‘trademark is known as- being pertalnlng“"““

to a commodity connected with a certain business of ‘a ‘certain
_person, the name or corporate name of that certain person need not
rbe 1dent1f1ed. et o . L e

CTtems (i), (ii):and”(vi){of”Sﬁbsection 1 of3Section"1farean0t
.:referred'to"ln Subsection"é'of”that“SeCtion'*”It”isnbecauseﬁtﬁé
trademark no longer falls under (i), (ii) or (vi) ‘as soon as it has
become distinctive as the result of use and it needs to be coversed
in Subsection 2 of Section 3. ' N

The scope of goods on which ‘distinctivenéss as the result of

use mav be recoqnlzed should pr0perly be restrlcted to those whlchm_ﬁ__mw

have acqulred dlstlnctlveness as” the” result ofuse: “The" exclu51ve
right to use the trademark after it is reglstered may not be
extended ‘to any other ‘similar’ ‘goods (Tokyo ngh Court ‘Feb. 24,
1955).  The bar to reglstratlon obtained in’terms of" Sectlon -3

Subsection 2, however, extends to goous similar to designated goods.
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Cases to which Section 3 Subsection 2 was applied include the
following: . _ _ o . o
.="Paster" (pharmaceutical) (Supreme Court, Apr. 10, 1928;:1947

{(0) 1093) : _
"Milk doughnuts" (Doughnuts)(Tokyojﬂlgh Court Sept 17, 1974;
d1972 (gyo ke) 68) K.K. Nishiki Bakery. o -
. "Eversoft" (Soft :rubber product) (Tokyo ngh Court Jan .5,
1957; Appealed 1953 #786). Bridgestone Tire. L S
"Tokyo Rope“ (Rope, string, code) (Tokyo ngh Court Jan._ 9,

1975; Appealed 1977, #287) Tokyo Kako K:.K.

"Push-phone" (Push-button dial telephone)(Tokyo High Court
foet, .28, 1974; Trial 1973, #2459) Nippon Telegraph and

. Telephone Publlc Corporatlon (currently N.T.T.). '

‘ _4, Trademarks Wthh have lost Dlstlnctlveness.

Those trademarks which are distinctive and .used to 1dent1fy a

certaln person, rfxnot_under_reasonable.control;ofwthe.trademark

owner, may lose distinctiveness,as the result of use among. dealers
as designation of goods themselves.or-of‘quality,_performanoe, etc.
of goods. In particular, the more attractive. trademarks are, the
more favorably competitors tend to use them. Thus, those trademarks

are 11kely to become customarily used names or common names.

They areuzsubject “to restriction as .to valldlty of the

trademark

In order to. say a certain trademark have 1ost dlstlnctlveness

or have become a common name, a trademark must be,objectlvely'

recognized as being no longer capable of serving as identification

mark, . The recognition requires that.not_oulydiuwthe trade but.in

general consumers as well and even actual use as common name. among

' dealers of that. commodity. Mere use of a'trademark,.as_if_a common

name, in dictionaries, other general puplications, or . technical
literature is held not to suffice. . L '
- Nondistinctive trademarks .must be dlscussed dlfferently for

m#each of two categories, as dlscussed below; be cause of dlfferencemmw“

in deallng with .them under the law. E -
- One will bes those trademarks whlch have lost dlstinctiveness
by the time of the de0151on for. reglstratlon thereof - They must_be

rejected at the examination level.
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- Any nondistinctive trademarks -registered without being rejected
or oppesed are in contravention of:Sectioh;3-and,;as provided for
in Section 46, ‘vo_idal.)le'by trial. -In.that event, the claimant must
produce-evidence that the registered trademark was in use as common
name etc. prior to the registration. :

-j_-The;5—year_limitation;is*provided in-Section 47 with respect
to certain grounds for invalidation of trademarks which include
contraventions...of - Section.. 3.. . As :a;;result,;:no--dehandm for
-invalidatioﬁ of - .a trademark -may :be filed on: the ground  of
«contravention of Section 3, with respect to trademarks_which-ate
more. than 5 years since  their respective . dates of registration.
o Sedtion;Zﬁ,_SubsectignT1, (ii)-(iv), provides, on.the other
:hand, that the  trademark right-is not enforceable_against.those
.trademarks which indicate_a_common:namezor-descriptivé;term and
customarily used marks for goods.. Absence of, or inability to make;
a,claim for-invalidationfof,trademark does not necessarily bar use
of that trademark by third parties., .- : : 2
, - The .. .other . category 'is the trademarks which have lost
_distinctiveness;or, morerreqisely,_which were distinctive at:the
time  of decision for registration, with no defects -prohibiting

- registration thereat. .

Therefore, the trademarks falling under..this .category may not - -

be invalidated by the trial under Section 46. The trademark right
is. not: enforceable only with respect to those mode of use falling
under--(ii)=(iv}) of -Subsection 1, Section 26, e .

_;p;gIn;'other -words, only -.those. trademarks.‘which-,havé been
_}npnd;gtinctive:sinceﬁbefo;e;the'decision;for;registration;thereof
mgy-,be:“invalidated .by: trial,. .provided  the: demand- for ' the
invalidation is filed within 5 years of the registration.. . In- that
event, evidence produced by'the claimant must relate:to'the status
of.  the. trademark - which existed prior. to -the .decision . for

registration. -

 nondistinctive_at the present . moment .are -void or voidable on.the

basis of . status of the. trademarks up to  the -present : moment,

.regardless of whether they become no longer distinctive before or:

after the decision for registration.thereof..
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It follows that those “trademarks ‘falling under the first
‘category which- are more than 5 years since they were ‘régistered and
' ‘those falling under the second category which:fall under (ii)=(iv)
‘may only be used within the framework: t6 which the trademark right
is not enforceable. : A
._ Present law does not-have a provision which'make nondistinctive
trademarks void ‘even—if they ‘were "distinctive at the time of' the
décision for: registration and validly registered. = So - that
registrants who use their registered trademarks have thée benefit of
‘continued, exclusive use of their registeredntrademarks.'*Fromvthe
standpoint ~of ' third  party ‘users of “nondistinctive trademarks,
however, a trademark which ‘is objectively no-longer ‘serving as such
 will remain vestéd forever in registrant, with expressions unfit for

L e R T : - L : I T oo
his rezxclusive: ‘use'incorporated in it, -unless Ssome app

Hh

measures are made available for cancellation ‘thereof as ‘at the time
~it-'ceases to'be distinctive. Excessive emphasis on stability of the
 trademark right could work against interests of business’ society:

The provisions of ‘Section 26 that will be discussed in the
‘subsequent ‘section -put certain restrictions: oh* validity -of the
trademark . right  within certain limits," with- the ' objective “of
‘balancing the stability of the right with the publlc interests..
5. Limits ‘of Validity of Trademark Rights: - N

- The Trademark Law: provides that reglstrantﬂhavernOFrightfto

seek injunction against 'use by third parties of any trademarks used
in a common way, such as ‘common names,::desdriptive~'t9rms-'or
customarily used marks, under Section 26 with the aim at" balancing
stability of ~trademark right with public interests by ‘means  of
‘minimizing ‘disadvantages resulting frOm.-iearning'-nondistinctive
trademarks in effect.’ P R '

‘As: discussed ~previously, ‘a ‘trial for ~invalidation -of a

“trademark which:is no longer distinctive must be filed within 5

.years of registration thereof and also requires that it has lost = L

|
1
i
|
|

‘distinctiveness by : the time of registration. Thus,"evidénce'”

required for that trial as pertaining to‘nondistinctive’ expressions

must refer to the status prior to'the registration and can rarely

 be produced.

Also, judgment on distinctiveness-‘of a trademark is' formed, as
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a whole, on the basis of the trademark as shown in a samplé attached
“to the trademark application. Thus, a trademark which; even if not
‘distinc¢tive 'in part, is judged as a whole to be distinctive because
:it is a‘'trademark created by combination of distinctive words or
figures or a ~separate concept ”created“'bY”:éombihatiohr"of
‘nondistinctive words, does not’ fall under exceptlons cited under
“Section '3 “and thus is“not invalid. R - RS
‘Section 26" of ‘the Trademark Law;' thereforef“orOVideS'in*ite
'Subsectlon 1 (11) (iv) that common names and descriptive terms, ‘as
long as they are used in a common way, or customarlly ‘used marks,
‘'of goods‘are ‘not* subject ‘to enforcement of” reglstered trademarks,
“sO that~reglstered~trademarks seemlngly-enforceable agalnst the
‘common | names eétd. of goods, if any present “will not unduly restrlct-
‘use of ‘the common -names etc. by dealers of those goods. - '
7. In ordet that * registered: trademarks of othéers which are
‘nondistinctive may be used as being qualified trder Section 26, ‘they
‘must “be (1) common names,  descriptive terms or customarily used
‘marks,: of the goods involved ‘and (2) “with - respect to ‘the common
‘names and descriptive terms, - indicated” in a’ common’ way “The
'“oondition.under“(2)}’"1&.&“common-way," is not spelled out in
-respect'of*theVéustomdrilytused~marks'beééﬁSé}rin”order-that”a
_trademark may be said to be customarily used, it must be used in’a
'way common* ‘to its use with the goods ‘to which it is applied.”
_ ‘The~ requlrement (1) relates to the ‘judgment on whether a“ glven
“trademark employs ‘the common name etc., in the same manner ‘as on the
‘question’ of whether it qualifies for exceptions provided in Section
3.---Whil&“Section 3 relates to the question of whether a ‘given
itrademarl_é.iS*regis't-rable_'and‘-is"judged-”simply on the basis of the
‘relationship between the"sample“trademark'and the'deSignEted”goOds,
‘Section 26  relates to ‘the gueéstion of use ‘and, “therefore, is" judged

‘on partlcular modes, and actial 01rcumstances of use by “third

‘mpartles,‘ln addltlon to the relatlonshlp between the reglsteredmgmmﬁwﬁ

-ftrademark ‘and ‘the d951gnated goods

" In the daymto-day practice, ‘those “two requlrements are llkely
“to be-g1ven~a judgment-from'an-overall-standpornt, rather than
scrutinized'separately, in the sense that, insofar”aSIWithin“é

‘sertain range of modes of "use, 'a certain” mark “would “not be
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.recognized as a distinctive mark.

The requirement (2), requiring the trademark in questlon to be

,"lndlcated in a common way," relates. to the mode of use. : A common
name  or descriptive which, as it relates to goods involved, is

-within such scope of mode of use as would be adopted in a common way

-as such is not subject to enforcement. of the trademark right.: Any

such common name or expression of qualities which exceeds the scope

of modes in which a common name or.expression of qualities would be
used in a common way. .could be subject to enfo:cement of . the
.trademark right. ' ' -

J . BSpecifically speaklng, glven that a certaln.word or combination
:of words - is a .common name . or descrlptlve term, any such_word.or

combination of Words-descrlptlvely used in such a manner that it dis

submerged in expressions of a_sentence would be less subject. to

enforcement. of the trademark  right.. . Users .should be required

careful study if they indicate marks-in a mode which distinguish
;certaih_goods‘from others. To what extent of the .mode the careful
study is required will depend on. the-extent:of:distinetiveness‘of
;the word or comblnatlon of words used. , e

_ Common names, if used for. goods denoted by them, are very
;unllkely to.be. distinctive. .. Supposing that.a registered. trademark
;1n3effegthhas”the;des;gnated“goods,which;include printers,hand
further . that the word, "érihte;s," as . .specified “ina_the_-lqgo
:designated_ih the registration,. is used by somebody else. in his
trademark,. as.the result of which_his.tradematk‘as:a,whqle,is

“indicated ih-a_distinctive'manner on the printers themselves or a

_catalog thereof because of the manner in which it is used; dealers

.and consumers. would not take the word, -"printers," itself so.shown

zin,the;@esignated.logo:as.servipg as a trademark. Thus, it,willnbe-

difficult fqr;the-owher‘of the trademark specifying the. lettering
.of the word, "printers,".in a .designated logo,_ to invoke the

;1njunct10n agalnst the subsequent user: of 1t._ R

Nevertheless, the descrlptlve terms, i. e ;theseﬂféiiihghﬁhaetWM%M

Section. 3 Subsection 1 (iii), would be-dlfferently evaluated as to
‘the extent ot dlstlnctlveness, depending -on hOW'they are used in the
':bu81ness society. '

Spe01flcally,:any fact that a certain, word is. actually used
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among a substantial number of dealers to show qualities: of a
commodity;  would give-sufficient.room for them to use it as a
descriptive term, expanding the scope of the mode of use on:a
descriptive basis. Conversely, if it is not used in such manner of
expression as 1is generally used ‘"among tradérs,- the gquestion of
whether it could be called descriptive term will be more strictly
‘examined, possibly often resulting in room for use, if any, in which
it will be. restricted to Fdescriptive use" of  expression . of a
-sentence. in a,strict.Sense._-.Inﬁparticular, if ﬁsed:easily,-a
trademark which has been in use by the registrant or licensee, and,
4in result, well known to an appreciable extent may well develop into
' an infringement case, however nondistinctive it may.originally be.
| As discussed earlier, judgment under: Section 26 is affected by
the mode of . its actual use and .circumstances of the businesé;society
:in which it is used: It must,.therefore, be formed from an-overall
standpoint, with due consideration for whether the commodity itself
. to which the:trademarkgis1to'be-applied isalso indicated, the place
" in sales brochures at which the trademark is shown, size,‘thickness,
style, coloring and whether it is intended as a trademark or simply
as a description, whether it is an expression widely used in the

field of the commodity involved, whether it may be :said to be' a

‘generally :prevailing mode of use, .and . other.similar.elements, A0

addition to extent of. distinctiveness:of the trademark.

: _The-question. of whether:a.given trademark .qualifies for the
requirements provided in Section 26 may be referred to- the Patent
Pffice for its interpretation under Section 27.. Different from the
,vdecisiqn;grantedhin:infringement,cases,,howeyér,=the;interpretation
so given is not binding. The interpretation cases :so brought tothe

Patent: Office for its clarification appear to be mnegligible in

number. = Except .for those in dispute in -infringement. proceedings

-such: as-.injunctions,u-practically -all such. interpretations are

'¢;bu51ness flrms..Lﬂ.;gw;
_AV. -Questions of Trademark System of Japan .. -

Concerning Nondistinctive Trademarks; Comparison of Same with those

. of: Other Countries .« ol
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We will compare the Japanese trademark system with that of the
‘following- countries: .in this chapter: Australia, Behelux,‘Cahada,
China, France, Germany, Hong “Kong, India, 7Italy, South ' Korea,
-8ingapore, Spain, Taiwan, Thai, U.K. and U.S.A. '

1. Examination at the Time. of "‘Renewal: |

" The Japanese Trademark Law - provides: that ‘the term: of: a
-trademark - may be: renewed upon application for: renewal . there' of
pursuant to the provision of Section 19 Subsection 2, except where
the trademark falls under (i) or (ii) thereof in which event the
renewal will be barred. - Grounds “for . rejection of ~“the  renewal.
ﬁiélating to eligibility for  registration are“reétrictetho such
grounds: prohibiting registration. for. public interestsfpurposesfas
fall-under Section 4, Subsection 17 (i)-(iii), (v}, {(vii) or (xvi).
=$héreﬁis;no‘provision prohibiting renewal with .-respect to’those
.regiéteredatrademafks which are no longer distinctive, i.e. those
“falling under any one:of Section’3 Subsection 1:(i)= (vi).

The term;‘"trademarks;which*are*no”longer*diStinctive,“fabout
renewability of.which*we discussnhere include those which have lost
distinctiveness after they were registered, 'in addition' to those
- ‘registered in contravention of the provision of Section 3 at® the
stime of decision for registration. '

'Acbordingmto.Our survey, no-countries require examination' of
distinctiveness of ‘trademarks at the time of renewal,  except for
gSouth”Korea3inlwhichfany‘trademarks.renewedVih:COntravention of
requirements of law are voidable. " . "*% ‘ Do :

It may be said, therefore, that distinctiveness of trademarks
-are' not examined for renewal as a general trend as far as our study
made as -aforesaid is concerned. & o ' : ' |
2. ‘Limitation Applicable to Claim for Invalidation of Trademarks:
A trial ‘maYJKbe;udemandedn for - invalidation of trademark

‘registration with respect to any trademark’ falling under'any of the

‘1 of the Trademark taﬁ, the grounds specificéiiﬁkahéiﬁdinQ
contravention of Section 3. Section 46 Subsection 2 provides that
the trial under Subsection 1 may be demanded  as well after the
+trademark right has-extinguished; ‘Section 47, however, provides for

" limitation with respect to trial for invalidation“of“tradémarks?and;
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With.respectmtorthose-groundefor:invalidation:of‘trademarks as
- provided for:iin-Section 47:which include contravention: eof Section
-3, no.demand may be filed . after. 5 years have elapsed from the date
of registration~ofathe;creationuofatheatrademarkfright;tw:”

-~ As. the reason :for . the . limitation so provided, :a: commentary
issued by the Patent:Office states that:' trademarks registered: by
mistake;:if any, -are: considered as-being-cured-as to: the defective
registration.after.ia certain period of time has elapsed peacefully
Without,anyﬂclaimhforuinvaiidation“havingibeen;filed;againstfit;
disallowing claims for-a-.judgment for invalidation of; a trial :on
that ground. It:further.states:that. the criterion for application
of the; limitation depends on whether the alleged grounds: for'inval-
-idation ‘are. such-.as: to: require;, from: the:fﬁiewPoint“wcf public
interests, to make a trademark invalidated even by overturning the
existing legal status. '

The above undoubtedly leads to-a:légal-approach in which the
bad effects of nondistinctive trademarks made available exclusive ly
. to:their owners and:licensees:are more favorably adccepted than: those
 bad-effects..of changing:existing:legal: status.: Needless to say, the
existing legal status, ive. «"registered trademarks," includes those
iniusenand.thOSe out of usesi o ' ' : ;
m;:,gﬁLaw@prOVision&mof;mhe;foreignuﬂountriesQmostly5include;the

nondistinctiveness:in .their grounds: for cancellation of: registered
‘trademarks.:: With: respect' to the Iimitation; ‘except for China:in
whichvitmis\pné;yearﬂand“Hong:Kongjandeingaporewwhich»follow
"English: law and. in.which =it is 7. yearsonly for Division A
..registrationx;wctc‘-uobtainwmyincontestabilityﬁsainm; 7. years: -of
'.regiStrationjyr fno=prlimitation:g iS““.generallyﬁi;prOVided-wihere_
.nondistinctivenéss*iSﬂmade*a?groundwfor-invalidationiochancéllatiOn
of trademarks. '

. 3. Disclaimer:

ﬁ%ﬂiéhu a 'tradémark;&ﬁotherwisewgaunrégiStrabléws:becauSeﬁdudf
nohdiétinctivéness”hofv“itst#componentrreleménts*Tbut? as a“‘whole
distinctiveness as a trademark may be registered on the premise that '
the:trademark owneridisclaims those component elements which-are not

distinective. '« As a result, the trademark. owner 'may:not hold liable
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-as trademark infringers third parties who use'a trademark identical
with or similar: to those component elements so disclaimed by-it.

The above provision was contained Section 2 Subsection'2 of the

former Trademark: Law, but is discontinued in:the current version of
the Law. because :it was difficult to construe and time consuming to
examine "those portions: likely to be recognizable-as being elements
of a trademark." Undermthe§current law:provisions,.decision should
remain. to be made as to. distinctiveness,  with respect to.those
portions . .which rare-likely :to be -recognized as :'elements:'of a
trademérk,.to examine likelihood of.:confusion.: Thus,iare-different
examiners not.making varied judgments: case by case? '

. The disclaimers: are provided :in"Australia, Canada, Hong Kong,

India, Singapore; Thai, U.K.; and.:U:S.A., most:'of: which follow.

'V:i© BuSiness Climate and:Trademark Administration as:-they are

. 7. SBubstantial amendments.were ‘made:to ‘the.Trademark Law of ‘this
'—cpuntrjain:1959ﬁ;fThgreafter; to:cope:with changes in the commercial
society, a number of amendments were made-to.date; “includingione:in
1970 principally for intensifying.obligations of users. of trademarks
(burden of proof on trademark owners:-in:. the -trial i:case::for
cancéllatiOnfof*registered:butgUnusedatrademaIKSfﬂobiigation to
state:the: profession/occupation:of the-applicant-in:the:trademark
application, obligation: to-.ifile awcertifiCateuofwuse of .trademark
as a requirement for:renewal of registration thereof),: and another
oné'--::-in. 1992 for . introductiorn of the service mark redgistration
system.:.With respect: to the:system relating to distinctiveness. of

trademarks:  discussed in: the tw0'precédingxchapters,_nevertheléss;

almost no-amendment has. been made to the:Trademark: Law during:the

last 35 years.

I. lLatest Business Climate as thev are:

+{(1): Changeover. . in. . Industrial:.:.Structure .’ --.» Flood: :-of New -

““Technoiogical and Merchandise Termimologies:: : ' FE
_ -During the?highlyvdeveloping*economictstage;in.the‘lQEOS,
_advanced:mass production: systems; “employing- the -latest technology
available, Wereaestablished;in:such:basicfmatErials:industriesras

steel, ‘aluminum.refining,: petrochemical,: cement, :paper :and. pulp
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industries.  And, the basic materials industries’ of Japan made a
remarkablei progress. - It was' when Japan “just:approached the
déveloping ‘economic stage -that the - current version of the Law was
adopted to revise the Taw of 1916 to cope with the postwar economié¢
restoration ' . E R

Through the -two: oil  crises experienced "in ‘the 1970s, ‘the
industrial structure of Japan, then centering:in the mass production
in#rawvmatefialsHindﬂstries;~fuftheridevéloped into highly advanced
processing industries,  seéeking for highly added valués. ' How 'to
develop=goods=w1th highly added values from restricted raw materials
to ‘cope ‘with rise in costs of raw materials and ‘fuels was“an urgent
task of researches. As the result ‘of technological renovation ‘and .
merge of ‘technologies between different  industriés, new Kinds of
'gdods,ia'vusing . electronics " . (information, ‘- Semi¢onductors;
"ﬁélecbmmunication‘dﬁdfmechatrdnics technologies), new raw materials
technologles and.blotechnology, Canie 6ut one after’ another, floodlng
ifi ‘the market a mass of " -newly- generated -terminologies.’ :

-Such’rapid 'change ‘in the*rindustries’ should: not . have 'been
~éxpected at-the’ time of ‘revision of ‘the Law. : oo o000 SR

:(2)*Speededﬁupmblf{u51on*ofhInformatlonﬁand‘Severef Advertising

Conmpetitions’ ~<:Increased Possibilities of ‘More ‘Common Namess @ik

- Trademarks'arévsaid to becomé: common -names generally:becauseé
oflack-of effective ‘control by ‘their owners: When' the market' of
" a commodity IS’ under the controliof a single d¢ompany or ‘whenia

'-'commodityfofiaﬁCOmpanyﬂis*mﬂchimoreffavorably'récéivédwby consumers -

théﬂisimilar?prbdﬁCts of ‘its competitors are'and, ‘as' a result, the
“trademark - of ' that . commodity ibecomes ' overwhelmingly: well: known;
however, 'that ' trademark ‘may well ~become a° common ‘name: foriall
careful controlling measurés adopted to prevent it. For .example,
‘the term, ““Laser Disc," the common - name of “optical video disks

nowadays ‘used to be the registered trademark of Pioneer;:-a Japanese

ﬁmaudlo v1sual equlpment maker,;lnltlal OfflClal commodlty name Of“wwmmﬂm;

}whlch ‘was" "Lager Vision. " Pioneer succeeded in: commer01allzatlon of
that optical wvideo disk in 1981 .for the first time in '-i-the—i:ndusti-‘y;
using the "Laser Disk" trademark in its family-use players and discs
for domestic salé. ' Those prodiicts became famots in‘the market as

- eépoch-making goods and widespread within a‘surprisingly short period
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of time, eventually known in the-name of ."Laser; Disk" to consumers

as ‘a stable common name. . In November 1989, at-the request of .an

association=of the -industry, Pioneer declared grant.to subsequent
participants in the market of free:use of that registered trademark

of its own, as a common name of similar products (The Nihon Keizai
Shimbun, morning issue,  dated November 10, -1989).

+-News  like; the .above are often reported .in .Japan,. probably

because dinformation is. diffused much :more.quickly and .advertisement

'competltlons are much keener,‘than in the . past.;~~s~~~ G
--According .to -statistics in . 1991  on .. TV broadcastlng and

newspape:suwhigh,arewthe”core_ofmthe.presentrmass;commnnfggflqn

media, a. TV.receiving set is owned by 99.0% households, or almost

aasetyfor.each‘hQuse_hold,'and-ci:qulation-of.daily,newspapersiper

1000 of population is 583:.copies. being the top in the world, thus
serving . to -cenvey information of -equal .quality in-masses .and
-speedily to :every. corner of -the country.-..-(See-.-Appendix 1)
Particularly :with  respect ' to. the. TV .receiving  sets, in 1960,
- immediately after the Law was revised, each Qf:SO;S%“hopseholds, but

in 1980, 98.2%_households,ﬁshowing_aqrapid;spread;,-Tvs~whichscongey

information ingboth?sound-and,images_atnthe;sgme timg_givespg;eqter_

impact-on:their.audience without restricting: audience. to-which they
may:access, -being unrivaled.in information-conveyance media. : (See
Appendix;éeﬁmlnathe future, CATV, videotex. and .other new electronic
media will be much different from those available now. = :

With .respect to .advertising .activities, .of. business firms,
according:to. a survey on advertising costs madewa;DehtsurInq(,
advertising. costs: in.the national.aggregate.figures have not been
reduced below those. of the:preceding year -until 1991 when they
finally: reached 5,726 billion yen, . the highest record reached“ever
since 1947 when Dentsu started the survey. Advertising ‘expense fqr
TVs and news papers represents always: more-than:50% of the aggregate

'wadvertlng ‘expenses, deflnltely 1nd1cat1ng approaches of - business

firms to- advertlsement act1v1t1es by use of those two media- for moreﬁwme

-prompt-and.more widespread conveyance of information on goods. (See

Appendix - 3.) - ‘ L . ER . o : o
~.When a:- ;moduct is famlllarlzed ‘in - too- fast -a speed . among

consumers, the trademark on it'is-likely to be spread out in a sense
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like 'a pronoun for similar- products, before it becomes generally
known as being applicable to a particular product ‘made by a
particular ‘business firm: - In recent markets, distinctiveness level
‘of a trademark seems to change  in 'an:extremely short cycle, as
illustrated by a case in which a trademark on a ‘product just: put on
.sale became a‘‘common name-in less than 6 months. e

{3) ‘Other Sales Strateglc Problem -~ Flood of Trademarks ‘with Weak

- :Pistinctiveness

Trademarksﬁare-basically intended for distinguishing goods ‘for

which they are used from'competitive goods. Thus, it is the c¢ommon

practice: in “the market not-to select "a trademark which 'is ‘not
sufficiently distinctive enough. :There'are, however; exceptions to
this  rule.:  They  are those industries which:traditionally tend to

use less distinctive trademarks. A typical example of them would

be the food industry, with respect to which it is‘said*that what' is

vessentlal.forvmalntenance:of our llvesgls the pOSSlbllltY of clearly
‘§udging?effects,;tastes(?purpbses;uetc.“f of a" given food firom
'fOutSidéqappearance, Such-aswpackagesrdr'containers,‘thereof;:'Thusy
 for“the"purpose3of”use in: the: food industry;  trademarks":which
:emphasize ‘features, or are more indicative, of qualities of..goods
-~for-which they are used:-are preferred-and-are:likely to be expressed
:infa?large-size:on,thevsurface'of-packages:or“containersZFFPresent
time is ‘called the age of ~satiation. Needs of consumers- are
diversified and extremely: fluid. : The fact that food makers must
announce ‘néw foods one after another to satisfy needs of consumers
?acceleratGSTrush&oﬁwnewiproductsif%Asﬂaﬁbadgeffectfﬁtrademarks
distinctiveness: of * which :is ambiguous flood in  the market,:and
 tfoubles"arising:out'of those trademarks are: frequently reported: in
‘the newspapers. e e
“It:will be worthwhile to note that, as the result of consumers

~prevailing depression, ‘not ‘only ‘the-food industry but the financial
‘circle:as’a whole tendsfto%preférﬂthose-trademarks“in which use ‘and
effects of goods are easier to ‘comprehend. : Thus, trademarks with

sless;distindtiveness‘seemltorhavesincreased\recently;'“"
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-3, - Trademark Administration as .it is -- Trncreased Burden on Patent
< Office: Co s _ '
i Let us compare the data on trademark examination by Patent

Office at the time the current Trademark Law was-initially adopted
with that during the recent years. ' '

A review of data on trademark :-examination during 3 years
:immediately before adoption of the current Trademark Law shows that
annually 30,000 applications were filed, 20,000 trademarks were
registered, and_250,000.registeredwtrademarks.in the aggregate were
in effect, while average annual figures over a feW‘latést years.show |
170,000,]1;0,0001and;l,l?O;OOO-reSpectively,_showing,remarkable
dincreases. - Now, as many applications as. 6 times-thOse at the time
of the revigion of--the Law are filed with - Patent Office annually,
and valid trademark rights well in excess-of 1 million are- belng
.(See: Appendix 4.) - T I I Ceoula T s

aTrademark‘applldationssdoubled¢in~number'temporarilywinK1992
.-when_transit}measures were-adopted for ‘introduction:of the service

mark registration and shift of the classification 'system in.force
to. the international classification system.:. Without consideration
,Ofwthefabove,provisional¢phenomena;fthe recent?average;number;of'
170,000 applications annually.-filed: is: still --too -many.:-  The
',tradémark;applications~filed,in:each;of-l992+and 1991;Witthapanese
aPatent,Office,aregmore'than»those of any other single country of the
world.: :.Also, those of the trademark applications filed with
- Japanese Patent Office by applicants which were not domiciled-in
| Japan represented: 7.3% for. 1992 and 11.2% for 1991 of the total
applications . filed, : representing . the. :lowest : percentages :among
countries. in: which more- than 30,000 - trademark applications are

annually filed. In other words,_Japanese,applicants,-almost'alllbf

which is Japanese business firms, seem to be filing -masses of

-trademark=applications.'-(See:AppendierQj1These.figuresuappear to

;reflect “common recognltlon ‘among: Japanese bu81ness flrms that they . -

zthelr;brand”names_asyto whether”qunot,names of;thelr;own_goods;have

sufficient level of distinctiveness worth protection as trademarks:.
In other words, we. are under -the. impression:-that the trademark

management policy of Japanese business firms, requiring, for safety

—164—




of use of their own trademarks 'in Japan, "filing of applications
with respect to any trademarks - of which Validity-theyfare not
confident ;" has created filing of masses of trademark applications,
mixing up good and bad together, leading further to reCOgnitionﬁof
the necessity for keeping on hand a ‘sufficient’ number ' of
“enforceable ' -- registered ‘- trademarks," as those masses of the
applications delay the examination of these applications by Patéent
Office, thus ending up ‘with ‘a ‘vicious circle of more appllcatlons
and further delay in examination of the :applications. = '
:Setup=of-Patent~Offlce,1W1th-theypresent number of examiners,
for . examination of . those' applications séem to be overtasked 'in
;absbrbing-them:“1The-trademarkHapplidations}filed~with*Pateht‘Offibe
are, in round terms, assigned to examiners at the' rate ‘of 2000
abpliCatIOnsﬁper'ekaminerﬁadyear; which, if"divided® by the number
of ‘actual working days, means that an -examiner is assigihed15-20
additional” applicationsa day, ' (See Appendix ‘6.) Still;chronic
delay of the Patent Office ‘in thé examination requiring an average
of 2-1/2 years for. eéxamination of an application has been pointed
~out. as a’long ‘pending problem.:: Assuiming that 469,598 “trademark
applicatibnS*Pending?examinationﬂas*bffthe'end70f7l993“afe to be

examined over 10 years to come whileé’170,000 additional applications

~are-filed year after- year, -an‘examiner-will have to-examine-at least--"~m

2,500  applications: annually.’

: For'the:past-several‘years;ﬁwe’haveffdund not ‘a’ few trademark
applications published when they should have.-been' rather rejected
under  Section 37of the Trademark Law and industrial ‘organizations
hHVemreqhesteduPatent%Ofﬁiceﬂfdrfmere*carefdl'exaMEnation¢¥tMarket
:situation ‘has, however, been .such.that, as new terminologies and
additional trademarks were brought into .existence rapidly and
extremely many trademarks became common names too scon. It should

have been almost impossible-for Patent 0ffice to be fully acquainted

allowed an'éxcuse’ for it ““Would- it not result- in‘excessive-burden
foniexaminers;fcreating'additional”distortidns somewhere, to require
‘both of more ‘prompt examination'and strict examination in ‘terms of

rSectlon 3 of Patent Office with its personnel- setup as it is?-
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VI. Day-to-day Practice of Business Firms with -Respect  to
Trademarks under the Present System. : :
_ In this chapter, we will discuss, based on- the results of a
guestionnaire completed . by PIPA : members, - the .. trademark
administration  carried on by them under. the : present trademark
system.  Incidentally, the questionnaire form was distributed to and
completed . by_;only;;PIPA;-membera_companies,;andg,no,_statistical
modifications.of whatsoever nature»havegbeenﬁmade,._
1. Contents of Questlonnalre o : , S I
- This questionnaire was distributed.with the aim of feellng out
”ethelr attitudes toward, and consciousness of, -those: trademark which
are likely to be descriptive and, as a result, distinctiveness. of
which is doutful (or weakaor_seeminglyglacking); ' : S
~oooQuestions 1-~5. are-designed to .guestion their attitudes. to: .and
consciousness:ofHadoptiongpf;trademarks,mQuestions.GrBLto.question
attitudes and consciousness. of trademark owners, and Question %:.to
- qpestionqtheir_cppsciousness,of~theftrademarkxsystem}aas;it is. oo
- Questions-l, 2, 3.and-8 sought answers with respect-to each of
ﬂuse-asﬁtrademarkﬂ and "use as description,” aS'diﬁferentiated.;kThe
term, "use as trademark," refers to the use of their own trademarks

description, " refers to .the use of those trademarks, .distinctiveness
of which is not strong enough, in a common way,. as a description: of
-name .or qualities of goods. The questionnaire form was-so degigned
- as to be multiple-choice. e o _

. The questionnaire was: dlstrlbuted to 86 member companies:- of
PIPA-Japan,:of which 71 :companies provided us with completed. forms.
2. --Adoption of Trademarks (refer.to the "Trademarks" -boxes in the

-guestionnajire -form):-

- As. discussed . earlier, -rights  of . interested .parties. . in

trademarks of weaker distinctiveness -are complicated.. From the

"‘;v1ewp01nt of holdlng of a. trademark after sale of goods, the best

way would be not to adopt as a trademark a trademark of - weak”
distinctiveness from the_beglnnlng._~Many;of_goods.actuallya;nuthe
'market.are named_for performance - and/or process.- . Also,:very. few
answers-werewreceived to affirm the answer, "E.  Have experienced

no problem so far, as to whether to search trademarks or
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descriptions which are seemingly descriptive," under Question 1, and
another answer, "F. Avoid use of descriptive trademarks." The above
would: indicate that, in -reality, business firms cannot but adopt
trademarks--of weak distinctiveness. depending on circumstances.
(1): Search of Seemingly Descriptive (= Nondistinctive) Trademarks:
With respect to:Question 1, 72% of responders said in.A, "Yes,
always - [they make -trademark search]:.".-In that-a large;humberwof
“business firms have affirmatively marked this Section-A in .addition
“to -some. of ether Sections: B-D, thef"Yes,nalwaysWareséonse,appears
to be their "basic principle of approach to the question'. rather
‘than-'"the practice that they always :follow." SR :
_ Answers to Question 6 show that some 70% of:the: responders have
‘registered trademarks,whlch-are_llkely-tOwbe;descrlptlve,;as cited
under  A; B, C and/or: E. We would :presume:that, based on their
experience;-they know..that they: have many of :those- registéered: but

‘.~descr1pt1ve trademarks.

Except..for those trademarks ‘which-.are clearly descrlptlve, lt
will be generally wise to make trademark search.: '
{2y I ,.;asqmtheueresultw_of~“lnvestlgat;onauofguprior*:trademark
-applications;-you find any which are likely to: be descriptive}twhat
;dofyoumdo? P RN . RS ST
s~ Trademarks. :which: are.:a. - nuisance -to.those:..other  than  the
.rlghtful owners :thereof may be  classified -into A; B and/or E’ of
~Quest10n 6. L SRR o PR RN T
~Ag -discussed -in- Chapter II, 5, wvalidity  of registered but
descriptive ‘trademarks: must be decided with -care.: PR _
~‘Under Question- 2, "A.  Do-not use it-at-all". represents 73%. of
all-responders..-Alse; "I.. ‘Use: lt_Wlth supperting: evidence that:it
is descriptive,-on,hands",represents_30%,;a fairly high percentage,
.of ;all-responders. - ._” o : FRENTES
Under Question 9, the answer, "D. Existence of registered -but
:0f- the! provision. of ‘Section: 26 Subsection 1. (ii?), (diid) and:-(iv),"
eis.effirmativelyimarkedeby~35%.of,thearesponders;w The foregoing
would not3necessarily?mean-that~they-are actually prepared for use
‘if supporting evidence that the registered trademark. in question is

-descriptive is on hand. Because of the absence of- the:.disclaimer

—167—

descrptive trademarks would be of no particular importance because | "




system, there seems to be a necessity behind to individually decide

‘what:portion of the prior trademark is distinctive.

| The trial for invalidation of trademark registration is mnot
widely made use of '‘probably: because it is time-consuming{from
filing of demand until decision), it is difficult to prove the facts

'(Which must. be  proven retroactively at the time of decision for

registration), mental = resistance, " resultant ' disclosure - of
JmerChandising“plans““and*inability“to*invalidate~a*registration*like
"house mark + description of name or qualities. of goods" because of
the absence of the disclaimer system.

3. Use of Trademarks -as Descriptions of Qualities or -Names-of

‘Goods: (refer to "Description": boxes):

‘. Again, a careful study must be made of ‘individual ‘cases, in
der to évoi a ‘trademark infringement pursunant to the provision
of Section’ 26 :Subsection lfof>the‘Trademark?Law."Under-Quest;onQI;
only 17% of the responders stated without reservation  that. they
would’ i "use ‘it without ‘trademark -search;" -even when they were
conscious of use as expression of qualities:  + . : SR

“On: ‘the . ‘other :-hand, ' 41% of ‘the responders .say ‘that their
o-merchandising~'departments*foooasionally' fail' to:“request ‘for -an
" trademark search. Not nécessarily the name of commodity itself but
alittle description given on:a-package, & catch-phrase printed on

a: brochure; and'things 1like:these, even when not intended. for a
trademark, may well be given warnings of trademark infringement by
“its owner. ' It WOuld:be'diffiCult:fOr merchandising department to
make proper judgment of whether a proposed terminology constitutes
use of a trademarki;?To“prevéntwuseleSS-diéputesaalso;nthe,trademark
. ménager should make himself fullyﬂfamiliarrwith?any'neW'merchandiSE}

: inclhdingVPackageSHand advertising and publicityactivities..

4, Exclusion of Registered Trademarks distinctiveness of which is

‘questionables::

of others distinctiveness of: whlch is guestionable and which are a
gnulsanoe'to~you when you are:going: to adopt ‘a trademark of your ‘own,
‘include among other things (i) retarding registration of those marks
‘of others, and" (ii) 1nva11dat1ng ‘them at a trial for. lnvalldatlon

 of registered trademarks:.
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(1) :Retarding Régistration of Competitive Trademarks:-
. According to responses to*Question‘4;fsomé-70%fof‘responders
" ‘are taking ‘some sort ' of measures to ' regard registration of
‘trademarks - of " their  competitors which’ would otherwise be
disadvantageous to' them: - '
e ,Watching Trademark -Gazette and Filing Notice-of-Oppositidn:
It is the most popular way for business firms:to watch the
- Trademark Gazette1and;HWhenever‘anyntradémark?distinctiVeness
- of which is“questionable'iS';mblishéd;ﬁto“filefnotice of
”Ioppositidﬁra:Responses~to Question 4 ‘show that 63% of the
~" responders:are following this practice. In-additionito filing
- notice of opposition in the name of individual ¢ompanies, they
sseem to file notice ‘of opposition throiugh organizations. which
are involved in the given trademark or exchange evidence within
“their industry. ~In such.instances, it-takes time before the
¢ :final ‘conclusion is”reached;}fees'for“agentsﬂareJCOStly#ahames
“.of-the opponents will be»knoWh-to5thé?pérﬁy¥againstfWhom\the'
opposition is-filed; any opponent who is morally or financially
obligated to the party against whom the- OppOSltlon is: filed
‘'will be rather hesitant:in: doing so, and so on. RS
st U Watehing of Trademark:Gazette and Trademark.Appllcatlon.Report°
sislprovision’ of iInformation toiPatent Of fiees Bl Lo wuasy
-WThemTrademarknAppIicationfRepdft isﬂan?ahnouncéméntJOf
m-trademark -applications -ifiled; " which 'is: issued- - by  Japan
54*Industriai*Design;PrOmotixnrOrganizatiOnﬂGJIDPO)i“Japaanéneral
Merchandise Promotion Center, and Japan Foods Patent Center
£ (JFPCY. It is®generally called “"provision of informatiéon" to
provide examiners unofficially, personally or via mail, with
'information'bn those trademarks which shall not be'registéredu
Different from that on patents,  the provision of information

on - trademarks - is not -institutionalized ~and-‘has -no: ‘legal

_grounds. Trademarks published may be rejected by the authority

of the examiner. _RejectiOnéofétrademarksaappliCationwby the
- gxaminer, based upon-the information soprovided, isnot so
- time-consuming'as “is ‘the . case. with- rejection ‘of trademark
‘applications based upon notice of opposition. filed and;" in

~‘addition; does ‘not officiallyidentify the provider of ‘the.
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information. Thus, the provision of information appears to be
easily utilized. Partly because it is not an institutionalized
system and,; as a result, not fully reliable, and partly because
~lack of familiarity with examiners makes it somewhat hesitant
to make a visit to them for the provision of ‘information,
«~ however, it does not .seem to be fully utilized for its easy use
: ‘-(see Questlon 4).. _ '_ . TR
~..=:-.. Apply for Registration before. Others Das .0 4
| Many applications like this result -in a nuisance to.other
.applicants. To cope with not a:few trademarks, distinctiveness
-~ of which is-questionable,ihaving_been“registeredfcapplicants
tend to apply for régistration-of trademarks with terminologies
-~ likely to.be adopted as 'a:trademark or a' description, to
- prevent them from being used. in trademark applications from
}their competitors. Or, oftentimes, some of:applications are

‘u_filed-purposely.in_expectationﬁoiqbeing rejected; for the sole

-purpose: of verifying that they are not distinctive. ' Under the -
existing system, those measures would be unavoidable to some

.. extent, - however. - . L e e - _
(ii) Trial for Invalidation of Trademark Registration: -
‘H;A.trlal for invalidation iof registration may be demanded within

5 years of registration on the:ground-of:contravention of Section

‘3. with respect to any trademark”appllcatlon;whlch is- not rejected
as:the result of notice of opposition filed .or of any trademark,
after-registered;'becoming a~nuisance,~;This_system‘is‘not~widely
used. | _ _ c _

. Problem areas in_this-systemfwill;be discussed.in detaill in the
next chapter, | '
{iii): Otherss: o _ o
... A demand for invalidation of;registration~may:be_filed with
respect to trademarks out of use 3 vears after registration. This

rsystem is nelther used:. generally

o Keeplnq Own Trademarks Dlstlnctlve e

'-$Responsesztounestiong7;show=that-about 90%_0f'the-responders
haﬁe;some sort :of . measures in ..effect to keep their trademarks
distinctive.  Among other things,‘72%f0fjthe;responders state that
they use. "®," "TM," etc: . (In . Japan, lack of such marks does not
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prevent; the trademark -right from being exercisablé.);Otherameasures

in use to prevent trademarks from becoming:nondistinctive. -include

the following:

‘zyh;Dlstrlbute a:guideline manual ‘within the organlzatlon'
,;Dlstrlbute a-. guideline.: manual out51de the ..organization
(10%) .

.. An.in-house orientation campaign.:(1 .company):. -

Display trademarks :in a noticeable manner {34%)~

-_Use~trademarks ‘in a-designated: logo -type. 45%) -

- Examination pffinduspxialﬁpublicatiqnstanduca;alogsRof
~,competitors (30%).
ﬁﬁWarnlngs QN - newspapers (7%}

Cepn®es VoWarnings:of (this-type-in Japan:-are: dlrected ‘toward

..general- readers. of -the paper. rather-:than: specific
~infringers.. . ... .--

gg_qunings;tawardﬁmasswcommunication;mediapwithsrespect‘to

use of trademarks. as:common.name . (l..company}: = oooaomn

zQuestion. 8 ;asks: .what "warning measures:.are. taken .against

actlv1t1es of others Wthh weaken distinctiveness of own trademark.

About: 40%. .of the.responders -have taken some sort of warning.actions.

-.With. respect. to use -of the trademark.as,such, 18% of-the responders . .

-stateathat‘they;have;causednthe use;toebewdiscontinued’fbeing

adlscontlnued,w:Also,n32% mnptheeaggregatet;consmstlng.of;those which

~have caused the use to be discontinued and -those- which  have

_,foicially;grahtedfthe'iicenseatq use, - have -succeeded inuhaving

.1theirnright_inﬂtheirgown trédemarks;admittgd by.the other party, and.

are far beyond-10%.in the aggregate which have failed. :

='uWitharespectjto,gse of trademarks as descriptions. of qualities

or. names :of goods,. on: the other-hand; 6% have succeeded in having

them discontlnued whlle 7% falled 1n d01ng S0 - No". llcen51ngw ;M”“

N arrangements were: reported to have been made Does 1t mean. that,

-because;of;the,dlfflculty‘1n-enfor01ng:the;trademarerlghtaagalnst

use:of: the trademarks:by others as descriptions,-and as.long:as they

still recognize the trademark .in: question as descriptions.in spite

- of previous warnings from.the trademark owner, it is-hardly possible
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‘to i‘successfully persuade them' to ' discontinué -use ' of “‘them,

‘overturning their recognition?.

VII. Proposal on:Future Trademark-System“~:;*”~

In thfs“chapter,bwe'WillfdiséuSSEsuch“problemsﬁinherent in the
/present trademark system as ‘are pointed out-by many business firms
in Question 9 in the preceding chapter. As discussed-in Chapter IV,
‘when we . think of ‘the’ drastic' chandes in economi¢ activities and
renewed marketing circumstances since 1959 when the icurrent version
of the Trademark-LaW'wasfadopted,“woﬁld~it not ‘be necessary to take
‘somie ‘steps with respect to distinctiveness of tradeémark which should
-have been seriously affected by those <changes “and renewed
circumstances, particularly the trademark rightivas it relates to

‘common names’, descriptive terms. and customarily used marks?

roIt: issfor: the 'purpose ofTSecuringﬁstabiiityﬁbf the trademark

right that the current Law does not allow invalidation of registered

utrademarksfafteruiimitatiOn~andTgrOundsﬂfOrfrejectionﬂdf-reneWal of

trademarks do . not include lack of distinctivenéss. It is said that
‘Section 26 provides for the scope of freedom®of usé’ of ‘@xisting
‘trademark by third parties who 'are “likely’ to be disadvantaged
because of the above features of the current version of the Law ‘and,
therefore, sérves the balancing'purpose. ‘It should be an‘undeniable

fact that, as compared with:35 years ‘ago; - it has become extremely

difficult nowadays to determine ‘whether a'specific expression: or
mode falls within the:scope of the freedom of use: agalnst which the
‘trademark ‘right 'is not enforceable. SR :

* With respect to ‘the above problem, it is possible to ‘refer to
- consultation = among =~ éxperienced: ‘trial - examiners. ‘under. - -the
.interpretation:sYStem:fNevertheIessqﬁdemands forithe interpretation
‘annually: total less than 10, showing that in practice the system is
almost unused.: It is-probablyvbeCause*fas‘discussedwih Chapter III,

results. of the lnterpretatlon are welghed no more than an '’ oplnlon

4 ofithe ‘Patent ‘Office whlch in ‘the case of suit-at a later datef

“¢ould be an influential niaterial but from which reS-judlcataﬂmay~not'

'be sought, and further because it would normally take at ‘least- 3
years before the results of the judgment are known, thus it is not

‘convenient from-the practical - points of -view.
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' ‘'We, as business entities, should adopt thoroughgoing measures
for our own businéss ‘activities. We have no other ‘alternatives but
apprOaChing*caréfﬁ11Yffévén:more“than'ﬁééé§Sary; with respect to
‘those '‘which haveVCOme*intOﬁbeiﬁg'as<regiseréd‘trademérﬁ'thfdugh
administrative disposition, however expressly they might have been
recognized ‘as' “common °‘names or mierely descriptive ‘terms “‘as
‘common-sense - ‘judgment - in‘the’ industry. - The' fact - that *those
frégEStéréd“but*hondiSﬁinctive”tradémarﬁsiréﬂéin”to*bé“exalhsi?é
trademafksféﬁ*a-semipermaﬁéﬁtfbasisiéﬁd;fin-hddiﬁibﬁ}"dontinﬁé-to

be' generated in'numbers year after year,; is unavoidable. ‘Would such

‘fact as ‘it is, however, not hamper sound development of “industries

_instead and defeat the purpose for which the trademark system is
originally implemented? . o R
~7 Needless' o say, we -are not in a ‘position’ to make an objection

‘to the day-to-day decision to be made in'the-light of ‘Sedtion 26 as

to whether “individual “use ' of “trademarks’ ate beyond “thé scope 'Of

enforceability of ‘registéred trademarksof 6thers: In the“event,

however, where, apart: from this’rule; ceftain trademarks themselves

are not considered capable of distinguishing goods to which théy are .

-applied from those other-'goods'to which ‘they are’'not applied; i:e.
only with respect ‘to such- trademarks' as  are “applicable’to’ those
- -goods ‘whichazé substantially ‘free from ‘enfofcement of trademark
right's, we are of the ‘opinion that the current trademark system may
well be amended in part ‘$6 ‘as ‘to provide users of those trademarks
with ’an véppértunityﬁﬂtd3~fdrma11yifeiiminaté-ﬂthoseifhampefing

trademarks. -

" From “thé  viewpoint "of  detérmining “whether ~given trademarks

.couldV”bé””discontihﬁed“*adcordingT"tO"whethéri they: provide

‘distinctiveness ‘as to goods to which they are applied, we would make

three”different ‘proposals below with discussion about ‘grounds : :f'oj:

__suggestion thereof that follows.' ' ':The’'term, -registered but. |

nondistinctive- trademarks;" as-used héereinafter;” with respect to
. which we propose te providé anopportunity for elimination from the
registratioén; is intended principally to include those trademarks
which: £all “under Such*ﬁommoﬁ“hames,‘cuStomarilquééd“imfké*or

- descriptiveterms &s were takenup in the ‘theme of this thesis. 'We
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see no. reason why. other.registered but nondistinctive trademarks,
e.g. .those registered trademarks falling under commonplace figures,
names, and the like, .should be dealt with differently from the three
Ekipdgh.of;ft;ademafke,,as;;justa,mentipned..andbfleftﬁ.protected.‘from

;eﬁﬁorcemen;ioﬁ,the.;rademark_rightl,_Thus, the.authors have extended:
the  term, :ﬁregis;eped and nondistinctive -trademarks," for. the
purpose of discussion, td_include=any»and all registered trademarks
-ﬁallinQ~underwthe,nqndisﬁinctiveetxadema:kSﬁanenumeratedwunger
Section 3. Subsection.l (i)-(vi). Apart from the gquestion of whether
we should not have so extended that term, leaving it as restricted,

we are sure that .oux. intent will be.understooed and. accepted by many
,trademark managers '

Proposal 1

. Provide an. Addltlonal Designation .for Rejection of those Found
Nondlstlnctlve .as. at Renewal, and Make Terminable Every: 1.0 Years of
Renewal those.Reglstered Trademarks which. have not:been distinctive:

.Both.. of the. .examination . at-. ‘renewal ~and - the:: trial for'
;lnvalldatlon of.. renewal are lntended for revxew and rejectlon every
L;erearS;pﬁyrenewal.those;reg;stered,trademarksﬁwh;chuno~1Qnger
gualify,for;continueddpﬁotection- Under the current version of the
Law, grounds . for the rejection are.restricted to those which have
come. lnto conflict with public interest as at: the renewal and those
Wthh are. left unused for a long period of time. Those registered
trademarks -which  no -.longer -provide distinctiveness  --- the most
fundamental .requirement for ~the_,trademark gﬁ— .should also: be
.disqualified for continued protection of‘themtrademark right.

‘Discontinuation of trademark rights once granted --
particularlyfbyawayaofﬂexamina;ien;fe‘might:be,said.tombezlikely to
destroy stability,efgthe,rights.l‘,Users¢9f¢thedtrademarks'are
entitled to get rid of thoseﬂreéistered but empty rights.on a secure

. basis and -at regular intervals.. 32%rofuthehrequnders;are;for

Pwhadoptlon of thls proposed system

_As to the 90351b111tles of adoptlon of thlS proposal fhéré”“””

seem to be the. following difficulties: The 10 year reviewing cycle
may be too .long for the recent, .increased: speed at which some of
trademarks: become .common  names. and technical andu;merchandising

ﬂtechnolqgiQS.become;éut;oﬁ,nsea;.Genenal.txend1of;th@aPatent,Q£fi¢9
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is to simplify and speed'up“thefrenewal.procedure'itself,Fpartly'as
the resultfof‘the Trademark Harmonizationfrequirement'to‘diScontinue
the obligation to provide evidence of use:of trademark in connection
with renewal of trademarks in Japan. : ‘
Proposal -2

Remove: the 5 Year Limitation for Invalidation—of Registered
Trademarks -with Respect to Registered:but Nondistinctive -Trademarks,
and - Permit Filing of Demand for Trial for Invalidation at:any Time:

-vWith.réspect to .those trademarks :registered by mistake when
'theyﬁwerefnot“distinctiverat‘the timenof.registration;.a trials for
invalidationuthereoﬂ"may:notzbe.demandedraftefLS years. of:the .
registration. From the viewpoint: that registrations: with<: any
illegality: should  properly be: eliminated, ‘"a- demand'?fcrfrtrial
therefor'should'be*made-readilyhavailable;;1Howéver;1negatidnaofqany
_trademark right which, even though registered by mistake, has: been
in force at peace for 5 or:more:years, overturns the present legal
relations. :Also, it will be very difficult to prove the.fact:that
a-given trademark became no longer distinctive more than 5 years
ago. . : S L _
~In'spite of.the demerits cited above, 18% of the responders are
in favor.of‘remOVingfthenlimitation; showing the demand therefor in
pmthe;fieldJofgday—toedaygpraCtice,wg It may:not.:be “appropriate::to
flatly negate ‘the demaﬁd;'.In~orderctohimp1ement-thisﬁpropbsal;
therefore, it. will be: necessary +to ;give?,consideration- t0' the
‘possibilitiés ‘of -abuse of" the right of- claim :for a trial for
. invalidation or of acquisition of distinctiveness through use ‘of the
trademark, and to specifically impose-.a condition that the trademark
- in gquestion: will be subject'tdzan'exception‘ifmit happens to have

aquired: distinctiveness after registration. .

Proposal -3

' »Add Registered: but. NondistinCtive'TrademarkSmas a Ground. for
'Trlal for Prospectlve Cancellatlon thereof. ;-”?%. ‘ : P
' Although not - 1ncluded :in. the questlong‘ln the questlonnalré

form and different::from the' trial for invalidation as discussed
above; . this proposal .relates to ‘avoidance:of a ‘trademark simply
based on: the fact the trademark, as it is, is no longer distinctive,

in disregard of when it became so nondistinctive. :This proposal: in




which validity on the ground of distinctiveness in the past of the
trademark in question is passed over, has:a merit in. that .only the
'hamperingi registered trademark may be got rid of without affecting
legal relations created in the past based on its existence. In
addition, not only such registrations effected by mistake. as were

dealt with under Proposal 2 for a trial for invalidation, but those

trademarks which became ne longer distinctive after registration may

be: covered . for: elimination.. 'Also,. it would be rather easier to

prove nondistinctiveness of trademarks. - Based on these reasons,

this proposal would appeatr  to be most desirable under the present
rsituation:aof this: country. - Aocording to" trademark @ laws of
respective .countries,: the countries in.: which nondistinctive
trademarks may be eliminated by a trial for cancellation: (or court
'_proceedings-wheregthatﬁtrialfsystem-isﬁnot‘present);.together.with
- those: countries in which the cancellation: is restricted to: common
names and:descriptive terms, represent a majority: of the. countries
“weihave:studied.  Because:the present version of Japanese Trademark

"Lawuin_this'respectgis-in-the:minority,'an approach to this proposal

.. would probably receive international support.

“With-respect to the question of when the trademark right ceases
to exist, ‘the current -system of  trial ‘for: cancellation based on
‘nonuse etc.gmif'applied;as it is,ﬁwillfterminate-itfupon-its“finai
trial;decision;.-Theptrademark-should.have.been-no;more distinctive
‘when the claimant:started preparing for: the trial at the:latest,
leaving :a substantial period of time before .the trial is: finally
- decided. - It will be too uneasy to rely solely “on :Section 26 as
legal ground on which the trademark may be safely used and,-as:a
result, effect of adoption: of thiS‘prOPosalrmay-not be sufficiently
expected, thus requiring some 1legal measures. to be “taken . to
- reasonably restrict exercise of the trademark right during that
-period. For example, in-a trial: for invalidation under .the Japaneée

Law, trademarks whlch become 1nva11d after reglstratlon (although

under the- present version thereof occurrences of the. grounds for

invalidation are restricted to vrolatlonzof~treat1es.etc,, and loss

- of distinctiveness does not constitute:the ground) are regarded as

having ceased to-exist from.the time they.fall under any ground on

which basis the trademark may be‘invelidated;._Thﬁs;wit-Will-be in

~176—




order, in the event of a trial for cancellation of ‘a trademark on

- the ground of loés of distinctiveness as ‘well, to eliminate- the

trademark as from the time of loss of ‘distinctiveness. It is very
difficult to determine when a trademark should ‘be deemed to have
lost diStinctiveneés“*“Hence,thbW“aboutﬂéliminate”it retroactively
. from the time the demand for the trial was filed, prov1ded the trial

decision is conclusively made for cancellation.

'&InﬂadditiOny'with'respect'tovthoée?cemPOSite marks - which,
“although distinctive as a whole, consist of, say, letters which are
distinctive. and’ letters -which -have the meaning of common ‘names or
;descriptivefterms,fit'may*be~nebeSSarytt0‘feStudy‘thevdisclaimer
system which '49% of the fresponding'fCOmpanies*‘haﬁer:Supperted;
although the:purpose:is different from- that of Proposals 1-3.° The
disclaimer system has the  historical background in- which'-it-was
terminated'after_repeated studies when the former Trademark Law was

——revised.Any decision-that disclaimed portion of-a trademark isnot

distinctive is simply as ‘of ‘the momeént that decision is“made and,
unless the 'disclaimed portion is-a ‘common name’, may be fluid'and
possibly at~a later ‘date distinctive. ‘Since the ‘disclaimer is in
substance an additional ‘examination itém’ to the present trademark

--system, it will make the examination further 'complex-unléss’a very - ~w%¢-b
simplified system is introduced.. Assuming the disclaimer system is e
~adopted, with the ‘understanding of the -above matters, we will list
below the: proposed 1mplementatlon ‘planss &% (R "

Proposal 4

“Restore thefDisclaimGIJSystem.T~(The*syStém will be simplified
"in~the order ‘of (i) to:(iii) but reliability-on the descriptions in
| the Trademark Gazette and trademark register as to the disclaimed

portion will be reduced in that order.) AT
(i)' Restore ‘the system as it was under the old Trademark Law under
_which the examiner required the disclaimer as to specified portions

andy- unless ‘the appllcant complles ‘with lt the trademark ‘will not

be reglstered at alls

(11)-No-deCL51on=w1llﬂbefmade*inithe-ekaminatioﬁﬂstage*aS“to any
disclaimed portions, unless disclaimer by the tradéemark dpplicant

~is ‘sought . by a third party.” If, din-the-event any third party




demands -disclaimer by the :trademark applicant, the trademark
applicant. fails to file. a rebuttal,  that portion alleged by the
third party to be disclaimable will be deemed to:have-been admitted
by the trademark applicant and. the Trademark Registration Gazette
will state accordingly.. The examiner will -examine appropriateness
of the allegedly disclaimable portion, only if the rebuttal is filed
by the trademark appllcant.~; _ o e _ ‘ S
(iii) If the examiner decides that any portlon of the trademark
applied.for~reglstratlon falls under;aqcommon,nameLorzdescrlptlve-
term, he will specify it as his opinion and, Aif the applicant
accepts.-it, the trademark gazette will reflect the disclaimer being
effected while, if the applicant does not accept it, the trademark
gazette will indicate only the fact that the examiner has specified
‘it as his opinion. . Thus, filing ofnthe~applicationudoes.not_affect
registration of the trademark applied .for..

- - An  answer: that the d90151on by ‘Patent Office .is useful
represented. only 3%.. No reference was made in:the. questionnaire
form with”-ragpect_:to;,whether_ the decision .  itself _.about
Qistinctiveneéé-shoulthQpefullypcontinue.to be made and whether it
should hopefully be changed, - because -we -intended .to_ﬁrestrict
-discussion_to‘the:mainﬂthemes=qf_thisdthesisyq_ It wiil_be;of
significance that an:.opportunity to ‘confirm  an - impartial  and
?rofessional opinion of trial examiners is guaranteed under the law.
From the viewpoint of simplification of provisions-of the law and
" of elimination of useless provisions of the law, however, it may be
_saidithatra¢system,gseypf_which-isbextremely1limited is not. worth

7 p:otectioh,under the law.: At any rate, it .is an interesting issue.
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| Explanation on Trademark Examination Standards, Illustrated,
‘written by~ “Kanjl Kudo,' publlshed by "Hatsumel Kyokal"'“'”

Ji"Trademark . Encyclopedia of Dlstlnctlveness, : wrltten ;byf

"Haruml Matsu.da,'I publlshed by Patent Japan

'"TrademarkiLawy Annotated " edlted by‘“Masanobu.Ono," publlshedfi

iubY "Seirin_ Sh01n Co., Inc.
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SUMMARY OF RESPONSES TO QUESTIONNAIRE
(Figures under columns without *Z" show actual numbers of responses.

. Number of companies represented in the questionnaire: 71

1. Prior to u51ng any trademark or descrlptlon of qualltles or name of goods
which is’ likely to'be ‘descriptive, do you make trademark search? '‘Mark each of
applicable "Trademark” boxes with respect to use as.such and of applicable .
"Description” boxes with respect to use as descrlptlon of qualltles or name of
goods,-separately. “(Mark as many boxes ‘as are appllcable except when only your
answer is for "E.") " o
Z
Trade- | Description | Trade- Description
marks marks

A Yes, always. . 51 19 72 27
B Use it without search, provided you 25 29 35 41

have any ground that it is '

descriptive.
C Use it without search. : 1 12 1 17
D Merchandising department ' 18 29 25 41

occasionally fails to request for a

search, assuming that it is

degcriptive. '
E Have experienced no problem so far, 3 . 5 4 7

as to whether to search trademarks

or descriptions which are seemmngly

descriptive.
F Others: 3 2 4 3

- Depends on distinctiveness

present.
- Avoid use of nondistinctive
(=descriptive) trademarks (2)

No response - -3 0 4
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12. What do you do if, as the result of trademark search of any seemingly:
descriptive trademark or description, you'find it registered or anapplication
pending in.the name. of somebody else?: Mark each of applicable "Trademark" boxes
with respect to use:as such and. of applicable-"Descriptibn“”boxes with respect to
use as description of qualities or name of goods, 'separately. (Mark as many
boxes as are applicable, except when only your answer is. for "N “) S

Trade- | Description | Trade- | Description
marks marks :

A Do_not use it at all. . . ..m“_:mxr@fjﬂszmm 2L 23 30

{B Use it regardiess of . whoever the. . | .0 7ol o T Tl
prior applicant is and of presence ' : B -
of registratiom in effect.

|c use it if application by somebody | 4. 6 e e e
else is pending registration, but ' - ‘
not use it:if it is registered.

"b”USé”it"if application by somebody | 4 Q.”"5,f”"”-'.7”6‘ :.,;;rifjmrm“
- else is before publication, but not- C S IR R ;
use it if it has been published.

- |E 'Decid‘e"'whethe‘r to use qe, d‘epe'ndi‘n‘g i jlg' R (- .. g .. fe , 97 R *.3,1,
|1 on business, trademark policy, etc.: Tl G a S el e
of the trademark owner or applicant.

|F Decide whether to use it dependlng e po e L5 0 23 v L

on whether the trademark holder uses ! c o) | I
registered trademarks and mode of
use, if any, of 1ts reglstered

- trademarks-

16 Negotlate with the trademark holder 22 oo b e 31
about possible licensing : B
- &rrangements, unchallengeablllty

agreement or assignment. -

H Refrain from. going into licemsing. .| -.6. } . & ... - IR L R
negotiations but give prior notice . P B T T
of use to trademark holder. -

I Use it, keeping on hand supporting .| 21 | . 30 . |. 30 | -~ .42
evidence that it descriptive. ' : I S

J Use it on the strength of an expert | 14 | 11 .| 20 | == 15"
opinion, if available, of a patent - . .
attorney that it is descriptive.:

K Leave the use of it to engineers, .0 1 : o;{_gr EL R S
" 'merchandising managers, etc. for R [ o
their decision.

L Demand a trial for invalidation < 2 T g | 'f3ll
trademark reglstratlon R LTRSS Al RS BT

M Devise mode ofwuse;so as“to avoid #7100 fuouloni30 oo Pow27 oo
any contravention with any prior: ‘
"application'br'rEgistéred'tfadémark""“'”'

N Have not experienced" ‘any such case o2 3 3 ' 4
as is questioned. : : e

10 Others: 0 - 0 0 0

Noc response 0 4 0 6
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13. Have you. ever used seemlngly descrlptlve trademarks of others in or after 1989 .
as your trademarks or descrlptlons of qualities or. name of goods and, as’'a o L
| result, -been given warnings or otherwise approached: by their - reglstered owners?.. '
1If so, what:was the outcome? Mark each: of applicable "Trademark" boxes with

jrespect. to use-as such and of-applicable:"Descriptions" boxes with:respect to use {
jas description of qualities or-name:of goods, separately. (Mark as many boxes as|
are applicable, except when only your answer is for "N.")

Z

Trade- | Description | Trade- | Description
marks _ | marks :

|A Discontinued use of it. A - w | 11

B Mutual understanding was reached as - SRR R 8 1 3
~to .continued use of it, as the. o
result of negotiations.

|c Continued use of it with ' : 2 | ,f?;2:  $ , '.13 3 . élk
1 - -modification as to:mode of use. : - S : I ' -

ID Continued using it in spite of = SR B R N - T Y S
p warnings given, as further pursuits : PRI S ;
were-given up- o AR

;E.Have ‘'so far contlnued using it = | 3 | [ PRI P DR N
| without consent of the registered : T R SRR
- Ownez:

|1F Entered into a license (or E35-:‘ x'_wilz-u'~t 3 R (R R
assignment) agreement to continue ' R  EEEEIEEEE [FARTERRL TS
use of it.

|6 Demanded a trial fdr”invalidatiOn”bf” o0 1 0 - o | 0
registered trademark and awarded a SRR TR e R R
~decision in our favor.

{H Brought a SU1t agalnst the .0 O JESET PR N RN ¢ R
{ registered owner and lost 1t.

I Brought a sult agalnst the o o | o o e
. registered owner and won it.. ' C SRR AURRSIRE B _

- |J Entered into a settlement “in the - o | o o R
course .of proceedlngs, to. continue. o “ SN
use- of it. - :

K Entered into a settlement in the 0 _'fﬁ.f;lw_,lwl-._ O.;,._-  ::i_- 
-course of proceedings; eventually tof o R .
stop use of it.

L 8till have some in the course of 1 N i
" ‘negotiation. ' T I - BT

Mm§till,QQY?M§9Q§“PﬁEﬁiEgWEEFhMEQEFts- 0o | o 0] 00

N Have not been given such warnings as 48 oo CA5w w68 |0 63
1 yet. T - T BT I

0 Others | EEE e S R

No response ' ' 5 h .9  '75F g ;n 13
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4. Do you. take measures to prevent any prior applications for seemingly: .
descriptive trademarks of others: from being registered? (Mark -as many boxes as -

'are appllcable, except when only your answer is for "F.")

.A-Metch the Trademark Gazette and.file notice:of opposition with 45 .63
respect to‘any trademarks: of iothers about which.you feel:anxious. ETE I
1B WEtch the Announcement of ‘Trademarks.-Application Report.and/for .

p£15;7

Trademark Gazette 'and prov1de -examiners. with: 1nformat10n s
beneficial to us. A T :

R B

§C~P031t1vely apply-for trademarks of our own in such:manner that
they may not be :taken: away by others to our: dlsadvantage.

{D Exchange 1nformat10n w1th1n the 1ndustry and in an a53001ated '

- manner - file notice of opposition with Patent Office or prov1de
.examiners Wlth 1nformatlon benef1c1al to our own industryas

1E Notlfy trade associations, in which name to file notice of
| opposition with Patent Office -or.provide: examiners: with
1nformat10n benef1c1al to our own 1ndustry, el

{F Have not done any

. hG_Others,.jwj,,

O LS PO S e, (i | e O QT

5. Have you taken any measures to weaken alleged rights of others in the

given
seemingly descriptive trademark? (Mark as many boxes as are applicable, except
when only your answer is for "F.")
'z
A Appiied for a trial for invalidation of trademark registration. 5 7
(On the ground of being "undistinguishable.")
"B Demanded a trial for cancellatlon of reglstratlon. {On the 5 7
ground of "disuse.")
C Have tried to use the trademark in such a mode, as descriptions, 9 13
to weaken the distinctiveness of the trademark.
E Have not done anything. 52 73
F Others: . 0 0
No response 0 0
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6. Do you-have -any such registered:trademarks which are likely to: be: descrlptlve
as are .cited below? (Mark as many boxes ‘as are appllcable except when only :
| your answer is for "D."} - . . :

Z
1 A Those terminologies which, at the-time of registration, existed- 230 |42
as such for the goods’ lnvolved but were not well known. B BE S
| 8 Those terminologies: which had nothing. to-do-with .the goods - "} «:9 13
" involved but became to be-uséd for the goods involved, tiding in-| .. oo fau®
a wave of trend which then happened to be generated.“_Egemp;eim;;___:..
"Premium’ in the food market.
1c C01ned words developed by your OWTL: company_dlstlnctlveness of _‘jl-rlgr; _____ FAh
" which was subsequently weakened Examples-'"Cellophane" and
‘®"Escalator. : .
| D Have no such'trademarks;?ﬁf e i e ta s mei ) sl
E Others: A R e ce e e
- Trademarks which were nondlstlnctzveness when reglstered
"~ Three alphabet letters T T
- Trademarks which, when combined with a common name, becomev‘
__fdescrlptlve_‘ : -
- Abbrev1atlons
o response — T e e W._m‘m._RMf‘m;féut_;ﬂ”&;;
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7. Do you have any measures in force to-keep your trade marks distinctive?’
(Mark as-many boxes as are appllcable except when only your driswer - 1s for "Iy

=
- | A state .on. goods or in brochures that_the glven mark is your .} .51 | .72
! trademark Examples "®," "TM," or XX 'is.a trademark.of. YY " S :

; | B Insert a an announcement in newspapers and/or magazines, stating 5 7

: somethlng like "XX dis-a- trademark of YY," to draw attention of
~-the publlc. Lo Cieegall e

zJGlesplay the- trademark -An-a notlceable manner-on- goods, to
empha31ze it -ds your trademark. ; o

% D Use -the-trademark always in-an 1dent1cal fashion, using it (ormmlj&h:
causing it to:be used) in a de31gnated logo typeun. i

1-E-Distribute a- guideline manual within- your- company, spec1fy1ng
the mode of use of your trademarks.: A LT

;~F~Distributerawguideline~manual~amongwyour~affiliates;mcustomers;
licensees,‘etc., specifying the’mode of use :of your"trademarkSM‘:

é_G Aggre531vely examlne industrial- newspapers and brochures of your,;'
|- competitors to see-if any of- your trademarks are- used Wlthout
your knowledge. e v G b

lu Doing-nothing-although we-do- have trademarks for Whlch measures .
must be taken:to keep them dlstlnctlve.L srotmaen o EEOELD

I Have no trademarks for whlch measures must be' taken to keep themh'
~~distinctive.- ISV TEIS o -

1 J Others: : ; 1

: - Advised' publlshlng companies in wrltlng to. 1mprove thelr such‘ssﬁ

1 use of or such comments on our . trademarks, as. Would glve,j,

o] emeoimpression - tothe-public-as- if they were common names.

: - Are instructing our trademark management staff.

“rw T Have  any “unaduthorized tse of our trademarks corrected
wheriever it comes to our knowledge.

‘| No response'
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18. Have you ever given warnings or otherwise taken corrective measures in-.or-

tafter 1989 with respect to any unauthorized use by . others of your trademarks as -
| their trademarks or descriptions of gualities or names of goods?
Check each of applicable "Trademark" boxes with respect to

what was the ocutcome?

If you have,

use as such and of applicable “Descrlptlon" boxes with respect to use as

{descriptions of qualities or names “of ‘goods,’ separately.

are applicable, except when only your answer is for *N.")

(Mark as many boxes as’

g
Trade- | Descriptions | Trade- | Descriptions:
marks ' marks
A Have caused their use to be ' 13 o g : 18 o
discontinted. ' ) o B
|B Have agreed to thelr contlnued use w2 30 e F ko
- upon negotlatlon ' o T T _
c They changed the mode of use to 2 2 3 -3
' contlnue their use. P T ) o
1P Have glven Warnlng lette; but not 27 S0, _.3f‘ "0
 followed it up. - They are Stlli_ - . o
‘using our trademark ' o w T T
JE They are stlll u31ng our trademark 0 0 0.
) Wlthout our agreement., _ o
F Have glven a llcense, otherw1se o 3 0 L 0
 permitted use of or 3351gned our, - : _
‘trademark. ' I
{G They have demanded & trial for® o 0 o o
invalidation of our trademark o - . e
registration, ‘as’ the result of whlch e B T
our trademark was 1nva11dated S o S S
|1H Have lost the suit. 0 10 L0
?I Have win the sult :;Of: 'f:?: f””;
;J ‘A settlement was reached in the 1 0. 1 0
~ course of proceedings, as the result+{ DU B R
of which they continued use our
trademark.
|® A settlement was reached in the 0 0 0 0
course of proceedings, as the result
of which they discontinued use of
our trademark.
L Still have some in the course of 0 2 0 3
negotiation.
|M Still have some in the course of | . 0O -0 0 0
proceedlngs. T o e T
N Have not given any such warnings. 51 48 72 68
0 Othet: 0 1 0 1
- Made a formal request for
correction to a newspaper company
in a paper of which an article
introducing goods of one of our
competitors described our
trademark as a common name,
Ne response 4 13 6
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97 Mark 'such of the follow1ng comments about current provmslons of ‘the Trademark
lmLaw relating to registered but descriptive trademarks as are the same as or

;] closer to your idea. (Mark as many boxes as are applicable, except when only
| your answer is for "G.")

A Requirements for rejection of renewal of trade marks should _ 23 32
include those enumerated under (i)-{vi) of Subsection 1 of
Section 3 of the Law as trademarks ineligible for registration.

B The 5 year limitation for 1nva11datlon of registration should be 13 i8
changed (to years).

¢ It is unavoidable for stability of the trademark right that the 13 - 18
Law contains the limitation provision and also requirements for
rejection of renewal of trademarks do not include those
enumerated under (i)-(wvi) of Subsection 1 of Section 3.

D Existence of registered but descriptive trademarks would be of 25 35
no particular importance because of the provision of Section 26
Subsection 1 (ii),; (iii) and (iwv).

E Disclaimer system should be adopted. 35 49

F'Interpretatlon by Patent Office are helpful in use of registered | 2 3
but descriptive trademarks.

G None applicable. o -3 4

H Give below any comments you may have about the current 4 -6
provisions of Trademark Law:

- Speed up trials for invalidation of trademarks.

- Thoroughly review validity of trademark right.

-~ Fairly many descriptive trademarks are published.

- Easy examination. Those terms which are either technical or
descriptive abroad should be rejected (2).

- The interpretation by Patent Office as to unenforceablllty of
the trademark right to certaln trademarks has no significant -
meaning.

- Disclaimer system should be restored because it is difficult
to make a judgment as to eligibility under Article 26.

- Vague definition of the trademark, as given in the Law, is
likely to cause an intendedly simple description of qualities
or names of goods, as shown on the package, to be taken as
trademark, making it difficult to assert that the given
trademark fall under Article 26.

- Registered trademarks distinctiveness of which is weak and
which are out of use are not worth protection and, therefore,
should be made terminable at any time.

- Names of goods, as listed in the classifications of goods,
‘mix up those more or less comprehensive with those
illustrative, each of which should be specifically separated
from the other.

| mo response : . ' 0 0

18 38 14 18 8

Medical and Chemical Machinery Precision
pharma- 13 |and 27 fand 10 |Blectric| 13 |instru- | 6

Lines of |ceutical textile metals ' ‘|ments
business

Others (Researches and

Automobiles 5 |Foods 5 | Services 2 investigations)
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e e e e e e e

e Flf;i;;l?xt{\)ﬁf(,

13
-7

58
| 82

:Do you-either make or sell goods for general consumers? -

Yes
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ippendixes-
(Chapter V)

Appehdixclﬁ“* Clrculatlons of daily: newspapers of ‘somse: countrles Lo e e
(from a statlstlcal publlcatlon, "Nlhon Kokusei Zue", 1ssued by Kokuselsha)

| Circulationi‘ et O ‘Subscription ratio

Country””' .ﬁ ; . Year (units 1000) _(per 1000 citizens)

Japan 1991 72,536 N 580
U.s. A | w': _jf"" 1 ’1985 r 62 502"” T 359
U.K. oo _g ST .1988 -l o 22,730 . . .. - 398
India; . .o oouepocooo| 0 1986 21,857 | - 28
“Pormer W;'Gérmaﬁ'g | ; 1987 ] : b"”:21 104_”_HM. A g
Fbrmér~E”'Germany\"'“f ;' 1938f 'ﬁf:%{i_?*ﬁ'- 9,706”7; sl EETR iBgs
South Korea & ¢ . 1988 - | “7“?‘1Q,42936*.. b 248
Bt B 1988 | 110,534 1 U 124
1988 9,328 167
1988 S D 7,944 . . |. .. ... . .55

Mexico"

' France

;Bra21l

"UNESCO Statiétical Yearbook", except for Japanese figures for which are from "Survey of the
Japan Newspaper. Publishers and Editors Association" as of October, 1991.




Appendix 2: . Tran51tlon of TV Broadcastlng, as of the end of fiscal year,
§ e N onuKokusel Zue,. . lssued by Kokuselsha. BT

 Fiscal Year . . | 1960 1 1970..1.1980 | 1987.. 1983 _ 1989. .1990. . .1991

Japanese commerc1al
broadcasting companles

~“Number of companles ; .43 81 95 | - 7103 103 106 109 116
U Number o f StatlonS ? 61f 1,097 { 4,678 1 6,515 6,591 6,718 6,817 7,065

L7 Average™ broadcastlng ' 9y59'} 16:38 | 17:17 | 18353  19:21  19:42 19:56  20:01
---hours a.day.. : T o Phee s ’ '

NIPPON HOSO KYOKAI (NHK) fo : e | <
Number of statlons o ‘ﬂgQJ 2,448 6,371:1° 6,910 6,9@4‘ 6,897 6,889 6,901

- ... Average broadcastlng; 13:33 } 18:07 | 17:41.} 18:33  20:21  19:03  20:02  19:12
hours a day : : : ' 7 :

o

—06T—

'Broadcasting service | 6,860 | 22,819 132,397 32,839 33,189 33,543 33,937

29,263
“-contracts (per:1000):

i
1
I
Ratlo of the common use? S
L i 98.2:!
1.
1

98.7  99.0  99:4 T 99.3 990
e Tl e S o

' Color TV _f_ ; Ry 4223
"BlaCk'and“whiféTTV”"" '”5@18 82 3

i
I
S
[
|
¥
E

" "NHK Yearbook“; 1ssued by NHK and "Trend din household consumptlon“, lssued by the Economlc
Planning Agency

e e e e
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Appendix 3:
Kokusai Zue™,

Transition of Advertisement expense by the type of media,
issued by Kokuselsha : : :

“"Nihon

Total advertlsement

Ratio %%

‘Radi.dgs

LTV Others

expense (billion yen)

. Newspapers .

. Magazines

1.5 _21.3

1992 . ) A4 22,
1993 ) R | 217

"Advertising expenses 1n Japan',. issued. by. Dentsu Inc
mail, billboard, 1nserts, etc.

~:+Others’ intludes direct

1600
: 1400

¥5,127.3 mllllon for 1993
| 200
000
7 ggol-

600

. . '?00_.
bllllon yen

L. magazine

fneﬁspéber .
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Appendix 4:

Sta'i:e of Examination of Trademarks _j__(frbm "Patent Off'ic'::e ii(earboo?k-"i)--

| A iiearions | Cumulative _ e
' Year/Type Apfgli?—cations :: Appl:gc:atiops EI.‘AEEé;gEE;:gs ‘ tc'jftal'_of - Trademarks | Trademarks
filed (A} ; examined (B) | - unexamined registered | in existence
i o (A-B) application || = SRR Ll e
1957 36,573 i 33,923 | 2,650 | 27,505 21,589 297,531
1958 37,858 | 34,194 | 3,664 | . 31,169 _:33{159- - 252,373
______ 1959 | -..38,230 + 30,861 i 7,369 i 38,538 || _ 18,156 257,129
1988 172,813 i 155,839 | 16,974 1° 377,387 119,287 1,050,324
1989 172,780 - | 147,800 24,980 - | 403,367 119,598 1,094,230
1990 171,726 | 161,686 10,040 'ii 412,407 117,219 1,140,933
1991 167,906 | 180,791 - 12,885 | 399,522 - 95,329 1,176,499
1992 311,011 {205,790 105,221 I 504,743 . 156,040" -1,278.,'-35‘9. s
1993 174,585 1 209,730 | - 35,145 i 469,598 121,100 1,322,982

e e e o o, ,:\Fﬂ.,_“,_‘m_wm R
’ LR T

AN T A C T e T e P S,




—86T—

Appendix 51

'-“ﬁumbéf'éijradémérkrééﬁlicaﬁisné iﬂ.foreignfdbﬁhtriésf"_
:‘_ﬂ(fr?m;flndustrialﬁPropertyﬁStatistiCS-T99271393?);*f**'“'“'

Total (A)'

 Non- re51dents (hf“'“"'""'

' B/A (%)

- 1992

1991

1992

1991

1992

~f1991f"

China

France -

Spain

'S. Korea ol

Germany
U.K.

 “11571906fﬂf, |
‘123,319 | 17,766 |
10,958 |
J24,112“_, 
7631 |
”5 f;1 961Tf'

22,654

ﬂw19;154.”,_.w

18, 743@,”m
*h18 268

8,48

:.24 528? y  f
;7 szai |
Mii13 144f;,_57f

18; 969_'_‘%' N |

T3
139
3(12 1&
32,4
caz.a

53,3 |

5472

S 11,2
1409
12,5
29,0
‘“;11.4
281

Chile

30 '517 g

8,400 |

eea |

ﬂ;?daééfééPiﬂ'ihéﬂébaééﬁéré.§végﬁﬁfiles in. eaéhﬁof'wﬁich isiﬁoré than 30,000

... . trademark applications were filed in 1992.
.1"Industrlal Property Statisties  1992"; Supplement to 'WIPO Industrial Property

'5/1994’ and

"”Industrlal Property No.

Figures

“Industrial Property Statlstlcs 1992"
2/1993’ cooTe _ ‘

§?99l9m¢n?,to

.are -extracted. from

‘WIPO "
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Appendlx 6: Number of Trademark appllcatlons filed (only those recelved by Trademark Section of Patent Offlce) and
Examiners. allocated arranged by technical fields '

R e R T e I

for sumancien | boptieaciom) pacio ot | um(, Ve
Chemicals | Chemicals, pharmaceutical, cosmetics 1, 2, 3, 4, 5] z‘s",’gz?”" ‘ 12_.8‘ o1 2,447,9
Foods _”__Gonfecripnéry, foods,_beverages e ...29, 30, 31, 32, 331 33,156 | . 15.7 .| . 14 2,368.2
‘Machinery | Base metals; base metal- products, sharpened 1mp1ements, * . 7,627 7 - 3.6 ¢ 22 1,808.7
tools B R R . 6,.8,.19] sy ; I
Machlnes, electrlc machlnes,:vehlcleslvessels ‘ ' -"_?‘;Enggf ________ fIETET"__

: R - P 7, 9, 10, 11, 12, 13| - :
suhdrieéf-Furniture;fcarﬁets, kiﬁéhén?Eoofé C T 20, 21, 26, 27| . 10,539 5,000 13 2,672.9
SR Musical 1nstruments,_toys, sportlng goods,.c1gerettes TLF-“M#-HETEQEHT ------ %-ZT;Tf---

: LI : L : - ] ! 15 23 34 i L : '
| Papfér stationary, printed matter . | 16| . 10,068 | 4.8 |
Rubber, plastlc materlalsxdh‘ i C i - ':i%f"-f-_4,21§"‘ ?_2.0: i
Textiles |Textiles, textile materlals, ‘shoes 22, 23, 24, 25;°26| & 20,188 * 9.6 10 2,673.6
T Jewelry, wetcheslclocks, ‘baggages - ¢ 14, 18| | 6,548 - W .
Services ' - | -n% 35, 36, 37,.38, 39, 40, 41; 42| > 49,7961  23.6 . | 41 1,214.5
Toﬁel v '%211,155m"f954”10052 T 1,902.3

Flgures shown under ’Appllcatlons f1eld’ represent those recelved by the Trademark Sectlon of Patent Offlce Partly
because those applying for registration in umltlple classifications are counted in duplication for each of the
classifications for ‘which the appllcatlon isfiled. 'THe ' total of; the “"Applications filed’ as shown above exceed the
gctual number of the- appllcatlons filed. & Source data are "Patent Office Yearbook for 1993" published in July 6, 1994.
"Number of examiner" excludes assistant examiners, and is based on the staff list of the Patent Office as'February 28,
1994, as shown in "Patent News" dated February 28, 1994 issued by Research Institute of International Trade & Industry.




- 'which has been established followingthe decision of the Court of Appeals for the Federal Circuit

1-6A

(1) Title - -~ :  ° Means Plus Function Claims.in the United States after -
In re Danaldson and In re Alappat

@) Date 0 October 19 1994
@) Source i i
' 1) Source :'PIPA -

“ oL 2y Groaps s US

P '--‘3) Cormmttee No 1

“@ Authdm' A Jack F. Haken. U s thps Corporauon

(5) Keywords T Means plus fum:non, Eqmvalents. Software patents . | _
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Means Plus Function Claims in the Umted States after Iu re Donaldsan and In re Alappat =

The statutory reguirements for clanns in Umted States patcms are set forth in Section 112 of

title 35 of the U.S. Code, (35 USC 112) If an invention is claimed as a combination of structural

_elements of process steps, the final paragraph of §112 allows functional claiming of one or more of
the elements.. In short hand notatlon these claims are refcrrcd to as means plus function - claims: :

It has been said that patent claims serve two purposcs (1) to def‘ ine the invention for the
purpose of detersmining patentability and (2) then to serve as a-basis for determining if the patent has
been infringed. When an invention has been claimed using means plus function form, in compliance
with the final paragraph of §112, the statute instructs that the claim:shall be construed 10 cover the
conespondmg structure, matmal or acts descnbui m the patent spcclﬁcatnon and equwalmts thereof

Means plus funcuons have been pmblcmanc for several reasons. For many years t.he Paten:
Office had construed means plus function claims broadly for purposes of examination while courts
had construed the same claims more narrowly for purposes of determining infringement. There has
also been confusion as to how equivalents of the structure, materials and acts described in the patent
smuﬁ\,anun should be da!r.r:mr.ﬂﬂ

Recent precedenual cases decxded by the U S Court of Appeals :o the Federal Cm:mt have
addrcsscd these problems. It is:now clear:that the: Patent.Office: may n0t: use its:old criteria: for
detgrmining patentability of means plus function claims. The Federal Circuit has also provided some

guidance for determining §112 equivalence. particularly in the area.of software implementations.of _

hardware elements,

THE OLD PATENT OEFICE APPROACH

The past pﬁctica of the U.S. Patent Office was to examine means plus function claim

-elements for novelty and obviousness by giving them a "broadest reasonable interpretation”. This

meant interpreting the functional language as reading on any prior art structure or step which
performed the function specified in the claim element without regard for whether the prior art
structure or step was eqtuvalem to the corresponding elements described in the spcmﬁcanon of the
paumt application.

In February 1994, in In re Donaldson (29 USPQ2d 1845, CAFC 1994), the Federal Circuit
sitting en banc held that the old Patent Office approach did not comply with the statutory
requirements. The Court held that the interpretation which an examiner may give to means plus
function language when making a patentability determination is mandated by §112 and that the Patent

Office may not disregard the structure dlsclosed in the specification which corresponds to the means

plus fanction claim element.
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CURRENT PATENT OFFICE PRACTICE

“On April 20,1994 the U, S, Patent Office issued new. exanmauon gmdchncs mtended o brmg
its pracnce into compliance with the Donaldson decision. = .~

The Patent Office says that the Donaldson decision will not change the scope of the prior an
‘search rade by patent examiners; Both before and after Donaldson, examiners search for a prior art
structure-or ‘stép’ which - performs :the .same function: specified in the means: plus function: claim
element; However, once an exarminex has: identified a- prior art function which is identical to :the
claimed function, Donaldson. requires that the exapinér must now.initially establish that the prior art
structure or- stepris also equivalent to the structure or process step in the specification which supports
. the claimed means or step plus fanction: If the claim limitation is explicitly defined in the specification,
the examiner mmust conform to that definition and cannot go beyond the specification to come up with
a "broad reasonable interpretation”. '

The Patent Office policy niow says that once the examiner finds'a prior art structure or step
which performs the function specified in the means plus function claim element and determines that
- the prior art elernent is not: explx:xtly exchided by the: description in- the: speclﬁcanon ‘the burden then
shifts to the applicant to establishithat the prior ast cited by the examineris not an equivalent of the
claimed element.. For ¢example, the applicant can establish that the prior art structares or steps cited
by the examincr are not equwalents by-1) démonstrating that the spccxﬁcauon teaches that the cited
- SIUCtUNES OF Steps are not equivalents; 2) « demonstrating that the prior art-itself shows that they-are
- mot-equivalents, or 3) introducing evxdencc of fac:s to show that they are not equwalents (as by a
Rule 132 aﬂ'idavlt of an cxpert) BT (i ;

Rehance on thc specnﬁcanon to exclude prior art ﬁnm bemg oqmvalcnt to the clmmed elczmnt

~ can be a double edged sword, The examiners have been cautioned that a disclosure which is written
broadly enough to include any and all stractures, materials or 'steps for. performmg the funcnon musz

" be'read accordingly when' detr.mumng novclty and obwousncss 3 B ah

OTHER CONS]DERATIONS

T‘herc is o requu'gmcn: that clalms wluch fall undcr the last paragraph of §112 spemﬁcally :
use: the words ‘eans”:of "funiction. - However it inust:be clear that au elemem in the claun xs
. demnbed m tcrms of lts ﬁzncnon rathcr than in terms ot' 1ts stmcture R R

: The final paragraph of §1 12 only applles to means plus funcuon languagc in‘an: elmem of
a combination claim. 1t is improper to draw a claim to only a single means plus function. The Federal
 Circitit ‘has ‘held that “a-claim directed to only ‘4 single' means’ Plus-function would cover every
conceivable wieans for achievifig the desired reslt; while the patent specification can-only disclose

.......the. means which are known to the inventor. Single means plus function'claimg are, therefore, rejected . ..

- asIacking sufficient enabling disclosure under the first paragraph of §112.  (In re Hyatt 218 USPQ
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195, CAFC 1983)

_ - Donaldson does not affect the interpretation of elements of a claimed combination which are
described in structural terms, nor does it affect the mterpretauon of language in the introduction to
a means plus function claim.
I funcuonally disclosed means and their- equxv.ilents are: so broad as to cover cach and every
means for performing a function then the burden shifts to the applicant to demonstrate that they are
drawn - to specific apparatus as distinct from other apparatus for performing the function. (In re
Swugnehart 169 USPQ 226 CCPA 1971), If the specification lacks. any description of supporting
structure, then it can reasonably concluded that the claims are nothing more than process claims in
the guise of apparatus claims, (In reAIappat USPQ CAFC 1994 d:snngmshmg claims.in Iu re Abele.
InrePardo and In re Waiter) .- SV TRE LR

FACTORS WHICH CAN SERVE AS TESTS FOR EQ(HVALENCE

e lf an element docs nm; perform thc 1clenucal funcuon asis speclﬁed in :hc cla;m it cannot be a _

 §112 equivalent (Pennwalt Corp. vDurand—Waylmzd4USPQ2d 1757 CAFC 1987)

An argument that an elunent shown in the pnor artis not equwalent to the elemcnt descnhed in the
: specxficauon can be fonnulated by loohng at the followmg quesuons. o o S

L Does the element found in the pnor art pcrforms the samne funcuon spemﬁed in. the clalm in r.he '

same manner as the corresponding structure described in the spec:ficanon‘? (Lockheed Aircraft v.
UmredSta:es 193 USPQ 449Ct.Cl 19‘77) . e . EO

. Would a pcrson of ordmary slull mn- the art recogmzc thc element shown in the pnor art to be
~ interchangeable with the corresponding element described in the spmlﬁcanon" {(Dataline Corp-v
Micro Technologies Inc. 1 USPQ2d 2052 CAFC 1987)

® Does the element disclosed in the specification rtpmsént a substantial change from the element
_ shown in the pnor art" (Valmont Indusmes v Remke Mfg Co 25 USPQ2d 1451 CAFC 1993)

@. The scope of equwalcms isa quesuon uf fact, As an dld for ascermmng the b:eadm of cc;mva}ents
- under §112 a number of factors may be considered: -the patent specification, the prosecution history,
other claims in the patent and expert tcstnmny. (ng Instrument Corp v Orari 226 USPQ 402 408
'CAFC 1985 cert denied 475 U.8. 1016) : W, :

Ny Equwalence of elcmcnts undcr thc last pamgraph of §112 is not the samc pnncxple as the
Doc:rme of Equivalence which is sometimes. apphed to dctcmlme mﬁ'mgemcm. Care should be taken
' ..:,...J.“_:.‘;.,_Xthat these co,ncepts are.pot. confuscd i I L R e i
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ANTICIPATION and OBVIOUSNESS

If the prior art is xdcntxcal either to the comspondmg structure described in the
- spegification ar to one of its equivalents, an examiner can properly formulate a rejection of the means
plus function claim based on anticipation under 35 USC 102. However, even if these tests are not
met, the examiner can still reject the claim under 35 USC 103 if he can demonstrate that the
difference between an equivalent structure and the prior art would have been obvious to as person
skilled in the art at the tlmc thc apphcauon was ﬁled. . )

_ MEANS PLUS FUNC'I'IDN CLAIMS APPL]ED TO SOFI‘WARE MPIEMM ATIONS

_ In July 1994 infnre Aiappat the Federal Circuit considered claims directed to a digital
oscilloscope anti-aliasing system which was claimed as a cornbination of apparatus elements in means
plus function form. The claims had been rcjectcd as directed to unpatentable subject marter under
35 USC 101. Alappat had also claimed the invention as a method. In the Patent Office, a special
board had taken the position that the apparatus claimed was indistinguishable. from the method and

' that the examiner was, therefore, not required to interpret the scope of the claims as limited to the
hardware embodiments described in Alappat's specification and their equivalents. The Court found

that each of the elements of the combination had a corresponding hardware structure described in the
‘specification " and’ overruled - thie " rejection” which had: been' based ‘ona "broadest reasonable

* interpretation” of the claim limitations. In Algppat, the Patent Office had also contended (and Alappat

‘agreed) that the structurés described in the specification ‘were equivalent to similar functions
programmmed on a general purpose digital computer. The Patent Office felt that this, alone, was
sufficient to treat the means'plus function claim as if it were drawn to 2 method for solvmg an
algorithm and that tl_'sp_cquwalent hardware was.the common prior art circuits of a digital computcr

The Federal Circuit agreed that a software implementation which performed the functions

" described in Alappat's claims was the equivalent of the dedicated hardware described in ‘the

specification of his patent application, but the court dismissed the Patent Office's argument that

‘Alappat's claims were therefore indistingnishable from a method for solving an algorithm. Instead,

the Court affinned that a general purpose computer which operates in accordance with novel

- programming is & new machine. This principle was again affirmed by the Court in In re Wammerdam
(shp Opinion Appeal 93-1294 August 11,1994 CAFC)
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‘1. © Theme: Study ‘on Change of: Scope: of Amendment” According :to "’

2Amended: Law

2. Introduction:
© ‘Amended 'Japanese Paterit Law came inteo force on January 1,
1994.

©.: . Phis amendment ‘aims-at shortening the examination time i@

fperiodg(3~to 4:years on-aVeraQe);Sfromithefreqﬁéstifbrﬂ

_examination‘tohpateﬁting;“to:an equiVaiént'of;thefaVérége;{J
examination time period in £6réign codntries: ©

‘The amendmernt of the Patent Law is intended to ‘aclieve the
two points: (lﬁF“féalitatibn~of4properVECOpeﬁbﬁramendménﬁw'dﬁdf5

(2) ““simplification-of ‘trial system" both leading fo facilitation

“and simplification of examination/trial examination proceduresi

- o+ The "realization of scope of amendment": substantially

restricts:the -scope gf amendment ‘with two main points‘being: " 7.

‘effecteds Lo

- B (1) prohibition ‘of ;addition 'of new matter, and:liu sl

(2) restriction of amendment ‘of ‘claim(s). "
‘Specifically, ‘when ‘an applicant for a pateént application™:"

files a response to an -Official Action; an ‘amendment must be made

without greatly departing from ‘the technical ‘scope of the -~

~originally filed or:initial 'specificaticon. ‘The scope of

amendment.byxtheﬂapplicant.1s~thusf1imited,*thefebyffacirftating

_ andfsimplifyingithe'éxaminatioﬁHahd7préVeﬁﬁing”prbblemsﬁdﬁe to

defective applications. =

fv-awith‘respectwto-fhefabOVé’péints (1) and (2); Case -Study-on
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Anendment to Specificetion~anderawan edited by the Japanese
Patent Office, which is a guide line on "restrictive reduction:in
scope of claim(s)}", was published by Hatsumei Xyockai  (Japan
Institute of Invention and‘Innovation).--In:this-case,:éS:cases
are introduced with respect to point (1) and.25 cases are
rmentioned with respect .to point (2).  However,: ;since:. no practical
judgment 5y~the_JPO;is-shQWHygappliCants-are unable to.understand
the allowablemscoperof_amendment. In fact, the. appllcants ‘must
-walt for actions from the Patent: Offlce
. ™ As.regards point (1), ‘'since new matter is judged on the
basis of the contents: of the original specification, particular -
'zgttention,is paid tomthe;allowableeSQQPemof:enqamendment;under“‘
the  Amended. _Pé;ten-t Law.. -

Under the-01d Law, .an.amendment. could: be freely made -even 1if

it departed from the scope Ofwthe~original'speeification;'unless'

the amendment involved "change of the gist of the specification..”
| The gist:of thepspecifiéation3is*aptechnicalematterkrecited
in the claim. 'Under'the_Old"Lawf;unless:the gist_ofqthe
specification is altered thereby, the addition of descriptions,
ﬂdeletion Qﬁzdescriptions'andtrewrites=ofqdescriptionsqwere
allowed ~In.other. words, -an.amendment for -addition «of matter,:;
‘whether or not it was new_mattex,_was‘accepted unless the’
amendment changes the gist of the originally fileduépecificatibn,

If an. amendment for changlng the ngt of the spec¢f1catlon

“lS made Wlthln the scope of the features dlsclosed in the : .o

-Q;igipallv.filedgspecification_or;drawiﬁg(s),.suchuen amendment
is not deemed to change the gist of the specification (Section 41

of the 0ld Law). Amendments allowed under the 0ld Law include
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changing:of ¢laim(s); replacement of prior art; .addition,:change.
or-deletion of the purpose-of ‘an: invention;. addition, change or .
deletion of the effect of an invention;:addition offWéllékHOWn:-"
art; correétion:of;error(s);-ahdgclarifiéatioh“ofuémbiguOUSﬁ*T?*f
: ,descriptions.

| 0f these amendments, an amendment which is deemed: *not to !
 changeethe;§istfof?the:specificationﬂsmay;possibly:befregarded as
an amendment’ for "addition; of new matter."” It -appears difficult:
to clearly distinguiSh~£hewamendmeht!"notmtd ChangeJthé-gistﬁofﬁﬁ
the.SPECification"'andfthe'amendment-fOr-"additiOn'Qf'new‘mattEI“
on therﬁaSiSwothhe'aforéméntionédlbOOk.bY‘fhe:JPO;R’W

In the present_pape:r it will be“studiédJWhétherudgﬁnot anf
aémEndmeht, which:was deemed'“not~tbfchan§e‘thefgist"ﬁinjé'trial
against a ruling to decline an amendment,. can begrejettedwon~thé
basis of:-the provision of point:(l):"prohibitionﬂofvaddition of
new matter", and some;examplesuoficase%studYTwillgbe,introduced;: 
*iWefﬁapegthat:ouristudy"willtﬁontribute:tOtthefjudgment;of whether
pr;not_anmaméndment "not to change the gistiof ‘the specificatibn“'
corresponds  to an amendmentufpr.Paddition*of%nemeatterﬂ“and”tO”?
preparing more désirable pateﬁt specificatiohs.
3. - Proper Scoye-of-Améndment :
As:mentiéned'abOVQ,:the;Scopelpfuamehdmentfhas been ¥

restricted under the!Amended. Law: . In cbnnECtioniwith”this;%Weku

will now discuss the."p;ohibitionxofwaddifionmofunewimatterJWf#f:

3-1. Matter}whichwcan;bé;ﬁmendédg;ﬂa : mr}fﬂ;jif&i sl ey
According to the "Guideline for Amendment to Specification -

and Drawingswyuthe'"mattérs described in the originally filed '
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specification or drawings": stipulated in:Section 17(2).and: - 7
Sectibn.17bis(2) include 1) -the matters per se described in the -
originally filed specification, etc. and 2) matters which can be.
derived directly and definitively from the originally filed-
specification, etc. by a person skilled in the art.

3-2. New Mattex .. |

~+ "New:matter' is-a matter:which a person.skilled.in:the-axrt:

cannot derive directly and.definitively from the matters. ..o ...

.described.in-the;originally filed specification, etc.” This also
-applies~to~the_?new'mattérﬂ'after-the'decision of publication -
{ KOKOEU) , althoughuthé specificationwto,be_Coﬁsidered.differs;.~
3-3. Directly.and Definitively |

A matter which can be derived:"directly™ from the originally
filed specification, etc.. is: - |

‘1), ‘An ‘amended: matter, which can be derivedfonfthe\basisuoff!
onlyﬁtheworiginallyffiled,specification,?etc.‘v- .
¥v%u;2)‘Inzthegcase-where,anﬁaménded;mattergrelates:t0mwélirknowh
:oﬁ,commpnnart,‘thejamenaed matter.which clearly and unambiguously
CorrespondﬁeiD~én,associated,matter-described;inwtheroriginélly:i
filed art. .

A matter which can be derived "definifivelyP is:

A matter Other,thah,a;matterwwhich'is:described-in:the}
originally filed specification, etc., and which can be .. -
ambiguously: interpreted. in two:or more. ways. =0 vuoiubi
“3-4. Specific Application to Specification or Drawing(s) -
'3-4715wc1aim(sj-a- |
(1):,Changgjoigﬁgeneric_concept?ito»”specifiC'concept”rrﬁvh:f

Even if a certain concept is described in the originally
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filed specification, if a specific ‘concept: thereof is :not.

described:in-the'OIiginallwailed'specificatioh;;addition*of'thes

specific concept is deemed to be'an addition. of new matter unless

the SpeCifiCLCbnceptucanfbeﬂderivéd directly and definitively.
'(Example 1rof Case Study)

(2y Chahgé:of.ﬂspecifiCyconceptP.toxﬂgeneric.concéptﬂ.*

| When'oﬁe&generic;concept is: derived from two or more ':
specific_concepts?ithg;additibhﬁof'the generic: concept:i:is deemed:
to be an additiqnuof_nEW_matter‘unleSSnit-ié~descxibed-inpthe;ﬁ
. specification or derived directly and definitively. : Since a. -«
_generic concept is rérely described‘in the~SPEGificatibn;Jthis"
_améndmentiis,not likely_to_pelaLlowed;-ugzqwgrf

(Example 2 of Case.Study)‘cExémplé 12 of+Case Study) 7.
(3)"Markush* Claim | |

Normally, an amendment deleting one or more of the choices:

“recited in a claim.is not: deemed to: be:addition:of inew mattér# -

”Howeﬁér, if a'specific combination:whichjis:nﬁtﬁdescribedﬂin'tHe
originally;filed-specification, etc;,canabe*obtaihed=by:deléting
one Or*moreEchoices.by;amendment,-such.anlamendment'iSHdeemed;to

be.additionawanewwmatterg~G"

If the choices‘bf-arspecific_combinatidnwleft-by deletion ‘of

one or more choices can be judged to be derived from the. -

originally -filed specification, etc., the choices.of ther specific

originally filed:specification,. etc. and such ‘an amendment is not
deemed :to . be addition of new matter. : .

o(4), o Numerical Limitation ‘: .; -
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constitution desc

A numerical-limitation added.by=amendment isteemedrt0Ebeﬁf
addition of*"*.n.'e*;i.fzJ:w.'l_atta'r'-.u'nﬂ_e's"-.s.theet1r1umerit:al'lJ'_'m:i_t‘atic.)n‘.j_-s'..'.-:.'.::1'1-'-"-'E
:described in: the: originally:filed specification, etc. oxr is.
‘derived directly .and definitively;from-the;originallynfiied'!
épecification, etc._

It should be noted that it is:surmised that a numerical
limitation such that an upper: limit (or a lower :limit) of a
”generalErangelaﬂd*aﬁlOWEﬁ-LimitW(OrlanfuPperﬁiimithof;a;,j53¢g;g
.prefefabke“xangeﬂare'bombined-may not~be-alidwed;-”'
(Exampleréﬁof.Case‘Study)f .

(5)*;fExce§tW.TyPe'Claim.

For example, amending.ﬂup;alkyl groupﬂﬁtof“r;XalkyLVgrOupﬂﬂ
{except ethylggroupyﬂgdoe53n0t=add:new maﬁtéf.:wnﬁ

This type of amendment is allowable in thegChémicalffieldf‘
éldne.:w
-3e4f2:ﬁﬂw;Detaiiengéscripﬁionﬁofwtheﬂlnventionav+f
(1) -Purpose or&EffectYofithesInVentioﬁnf

:Additionnof.a*purprE,ot.antefféctﬁiéfnot{cdnSIdered"tofbe?
addition of new matter, if:the purpose:can be directly dnd =
definitively derived from the descriptionfOfﬁtheueffect“ormtheFf
effect can be directly and - definitively derived froﬁ'thé
description of ‘the purpgse. & oo

. Even-if an.effect to be added is obvious from . the ..:ii.

: he;originally-filedﬂspecification;”“”

-addition:-of the effect is not allowable unless: only ithis effect”

is obtainable from that constitution. -~However, if an-effect gf
an example is described in the originally: filed specificeation, no

new matter will be constituted by describing the effect of the
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example as ‘that 'of the invention.: *
(Example 4 of Case Study)
(2)-: Constitution of the Invention
(Z—ijAdditibn”bf-ExampleTOr*COmparative'Example
={Lzuihégenerai;Lsinceﬂneitherfahﬁéxampléﬂhbr a'coﬁpafatiVéf;“fb
‘example ‘can be derived directly and definitively, the addition of
an e#ample36r~aﬁCOmparatiﬁe?example7ishdeemeditOibéﬁaddition"ofé |
new matter. EITa s |
.(Example'i'of Case Study)
 (2=2) Addition of Well“Known Art or Common Art: i’ s
;=:Additichfof:wéalrknown<artﬁoratommonfért,.which-is-a~*ﬂffrﬂ
constitutioﬁﬂoffaiépedificfﬁonteptﬂéxémplifyiﬁgﬁa'éoﬁStiﬁﬁtidﬁfﬁf
“'a generiﬁfconéebt:andrwhichwcanndtfbefdéfiféd“direétlydandf
“definitively, isldeemetho:befaddition*of“new»mattefﬁ5ﬁé SRR
(2-3)Addition of Physical Properties =" "
vzfuawsubstancé»descgibedyiﬁwthe originally £iled -
specification, etc. has a nutiber of nor-specific propertiés, ‘the
;additibﬁﬂofispécific‘prbperﬁieé;awhiChearETnﬁtfdescrfbedfiﬁfthe“
'origiﬁally@filedESPécification,for thé'additidﬂ“ﬁffaféﬁécific““fV7‘
yalue'of physical properties deSCribedfiﬁﬁthevbfigiﬁaliy4filedif
tspecificationyﬁis;déemedlthbe'éddifion of  riew matter; unless the
Specific~properties?or'thékSpecific'vathViS;deiivedfdfféCtly and

‘definitively. ~:-

(24

)
Drawing{s) & wah o

. In the case where drawing(s): show(s) mattex whicn i
Ny considéred to be nothing but a specific concept eéxemplifying ‘a
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generic concept by a person skilled in the art,foﬁ:the basis of -
drawing({s) in view of the description in the-specification, the
specific concept is derived directly:ahd_definitively_from‘the
originally filed specification or.drawing(s).and'théreﬁbre*the.
specificggoncgpfgis considered. to be,described;in,théxoriginally
;filed_specificationpor_drawing(sjf- Accoxdingly, amending the . -

.'generic,concept to the specific concept: on thelba5i5~of~the r

.drawing(s) is not deemed to be addition of new matter. ........ ...
(2-5) Amendment of Operation |
As in addition-of:an-effect,"amendment”of=apdéscription_on
én operation -of .an invention is aliowedqonly,where;the;amended

3dperationgis,de5c;ibed in the originally;filed.épecificatiOﬁﬁvacf

etc. of;only where, 1f the amended -operation is not described;: -
amended matter means the amended .operation -alone.::

However, 1f the effect,-function,'etc;;of:an example-are . .
described in.the originally filed specification, etc.:and ‘an
.amendedgoperation_can‘betderived directly;and definitively from :
the originally filed specification, etc. by a person skilled inx:.
:the-artn_thewaménded;Opération-willkbexConsidered_acceptablEgma~
(3) Addition Of-Prior”Art?DbcumentA- |

- Amendment for merelf-addinggthe:nameaof‘a-prio:ﬁartdeCument

-is not deemed. to be. addition of new-matter. . However, amending . .

the specification or drawing(s) on the basis of the prior art :and

‘altering the purpose, effect, etc..is: considered to - -be:addition

of new matter unless the amended matter can be derived directly

and definitively from the originally- filed specification, etc. by
‘a person skilled. in the art.. - . '

(4) Amendment Based on Document Cited in Originally Filed
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Specification

,u,In.the-qase'where-only‘the name:of ra-document is stated in
the oiiginally filed specification,:etc. ramendment for
additionally describing the contents of the document is not
allowable. |
(Example 5 of Case Study)
(5) Correction of Error

.Cofrection of an error is allowable oﬁly where the presence
of the error can be recognized by a'pérson skilled in the art and
what is indicated by the error is obvious ffom_the originally
filed specification, etc. | a
V(Examples-G, 7, 8, 9 and 10 of Case Study)
+3-4-3. Amendment to Drawing(s)

Amendment to drawing(s)} is deemed to be addition_of new
matter unless amended matter is descfibed in the originally filed
specificatioﬁ_or drawing(s) or derived directly and definitively
'“fromfthé origiﬁally'filed Specification}'été.'by a person skilled
" in therart.. | |
'(Example 11 of Case Study)

3-4-4. Correction of Inconsistent Description
If there are two or mére contradictory descripticns in the
 specification, a correct-description'is considered to be derivéd
.directly'andrdefinitively_if it is obvious from the originally
' filéd specification, etc. to‘a person skilled in the art. |
| 3-5. Treatment of Improper Amendment

‘As is mentioned above, the "proper amendment" policy by the

2l




limitations such as those shown in Table 1 have beernimposed. :

“If improperx amendment which fails to meet the limitations is

made, it will be treated .as ‘shown 'in-‘Table 2.
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Tabie 1

Time of Amendment

.Scope andbqo@ditioniiQr;Amendment'

TCIaim

Description/
Drawing

 Until Response to
First Action

*New matter cannot be added (amendment is :“;
free unless new matter is added) BRI

lResponse to-
_Flnal Actlon

time*of-filing
Shel appeal agalnst
Decision-of"
Rejectlonﬁbefore
Publication
| (KOKOKY)

Ameridment “at the

*New matter cannot

be ‘added: o
*Deletion of clalm(s)
*Restrictive ‘reduction~
in scope of claim(s) -

fie¥d is altered: I
*Correction of error
*Clarlflcatlon of '

'amblguous descrlptlon

(only” matter pornted out)
*Claim: subjected to

“restrlctlve reduction in
"*scope must be patentable

*New matter cannot

be added - (amendment
is free unless new

lmatter is added).i

Al.e.. Purpose. or. technreal.“”

- Amendment after
Publication
(KOKOKU)

*New matter cannot be added (based on

“i'published ‘specification}).

*Restriction of scope of claim(s)

|.*Correction of erroxr. S
-*ClarlflcatLOn of amblguous descrlptron SRR

.Correctlon after
patentlng =

*New matter cannot be added (based on’

patented specification).

*Restriction of scope of clalm(s)

*Correction of error

‘*Clarification of ambiguous description

*Invention w1th restrlcted
patentable

scope must be
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Table 2

ime -of- recognition
" of improper

Time and
Amendment

ticon

Before

pﬁblica;:{ﬁ_ﬂ

“From

Publication to
'TPatentlng : '

1 Aftﬂr

”Dubllcatlon

i(section 17(2)) ..

Amendment . in-reply ™
o First Action . -

Notification’
of Reason for
Rejection
(Sectlons 49
and 50)

(The same’
as: left)

“Invalid- after

‘Patenting-
(Section 123)

rmendment in reply:
to Final Action
(Amendment at the

- jtime of filing an

appeal against
Decision of

:Re]ectlon

Dlsmlssal of

Amendment
->Appeal .
agalnst
Decision of

) adding .

OfflClal
Actlon lS
issued

”,;agalnst

amendment

__lPatent Aamended
4to - add:.new.
e matter. 15,

lnvalld (Secw

. d(tion 123):..
Other- amend~4

”}eeRe]ectlon

Rejection ‘imattexr ment lS Valld
- (Sectlons 49 :
& 50). .
;'LOther'jtg?E”
i m@;:amendment is
i ;,valld T
Amendment after ‘Z:Dlsmlssal Patent amended
ubllcatlon ) of amend- | to add new :
J(KOKQRUY o CLoUiment (Sec—1”“yg;matter is-
o ~.jtion 33). . lnvalld”(Sec—
1->Appeal.: tion 323). &
. lagainst. . - Other im-
|-Decision-of proper

amendment is :
Regarded as
not having .

‘t been made.




4. Standard for Recognition of New‘Matter'(Compatison with UsSI/AT

~and EPC): |

-1 'As has “been discussed ‘above, the scope of ‘amendment,.which -
can be made without adding new mattériunder:theAAmendeduLaw;5is
much narrower than that under the 0OXd Law: ' As'a result;.it.
appears. that Japanese:patent 'practice-has become :considerably -
similar to-U.S. and European patent practice. in order tor .
clarify the degree of 'similarity’therebetween, Japanese patent’ .
PraCticeﬁwillwnowvbéLcomparedtWith-U;S: practice and EPC: practice
whichdisvrelatively}similar to theWJapanese;practiCe:f
4-1.:.Comparisonswith:the U.S.

In the U.S., addition of néw matter'is étrictiyﬁréstricted*w

"in amendment of:thelbody Of*therspécifiCationirbutﬁtheﬂdegreeﬂof

freedom grahted:for{additional1c1aimingﬂiswhigh; . Changing a @ 5%
specific?cbnceptrto a:genericﬂconcepthinfafclaim.ié'allﬁwableﬂib*
If there are two or more constituent elements, such
Vwéohsiituentielements'méy}5ét5elected of“tanéeledﬁftherebyérf‘
additionally claiming various_combinationSHofﬁthetcbnStituentr
" elements.

.The term:Hnewwmattérﬂaappears'in%thqu:S:fPaténthaw:wﬁ?

Section:132!of the Ux8. Patent:LaWoreads}1¢N03amendment shall

introduceanewvmatter into*thégdiSclOsuré'ofﬁthe invention. e
Although;theispecificatLOn,vclaim(S) and drawing(sy ' can:be"
2 §§§pqeqa§f§§?;the:filingﬁéfran?appliqation;?addition*of“nvewf**i _ L
'.mattereis prohibited;i“Néwumattef*CanTbeTiﬁtrodﬁcédﬁoﬁij %hénfaﬂf”.“ h

continuation-in<part:-application is-filed. =" i

- However, 'new matter" is a technicalilegal“term 'under the .~
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Patent Law, and -as such has_nO'exact\definicion {(Prof. Chisum;
Elements of United States Patent Law, 1987). According 'te the
U.S: Manual of Patent Examining Procedures,:. §-608:04(a), "Matter
not-1nwthetorlg1nalﬁspeclflcatlon, claims or:drawings isuusuellyu
new matter.” In some cases, the-addition ofﬁchemicalwpropertiesx
and inherent properties relating'tOepharmaceuticalveffects;fand,*
the restricticn of'components may:be‘deemedutcnbe addition of ' new
" matter;. according to the:contents.of the:.originally-filed
specification;-.Since~the exact - definition:of-"new:matter” is not
given; one may receive:the-impression that.the- restriction:of :an-
amendment is more relaxed in the U.S.jthanﬁiana?ah~or;Euro§e.:-~
wﬁexenexdefinitionnof ”new¢mattefﬂ;isfprovided; .In. fact;
'theverfzsuchfsimple_comparisons-are4not appropriate since the ..
respective- legal systems;are;intfinsically:yfFor'example; Atrs o
: a?pears~that;the restrictionufor.amendmentgto thefspecificationt&
is stricter than-in Japan:or Europe.:: ..
rTheeiesue:oftﬂnew~mattexﬂfwillunow*beastudied«ﬁithfrespectzf
to eacheof:thempurPOSes»of;amendment.
4-1-1. Claim(s)
fl)_Change}of;ﬂgenericﬁconcept“Qtoe"specific:conceptﬂ
chfwa generic: concept-is..described in theforigihaliy{filedxb?
'-specificationuand a::specific concept thereof isalso.described;-
it is allcweble,ies a matter cf course,_tOﬂrestriCtuthergenefic"“

-concept to: the. spec1flc concept «Eveniin: the case. where a.s

SpelelC concept Is-not concretely descrlbed 1f such:-a speclflc
- .concept can be naturally‘derived from the description in:the . "=
specification, the;change:ofageneric-ccnceptutowspecific+concept

may not be deemed addition of new matter.
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|
i
|
i
i

‘an”amended humerical limitation is‘dérived in-eongiderationlof 73

(2}«Chaﬂgefbf'"5pecifiCrconcept",to““genericsCOncept"f‘

TfIh'thEYcaserhereTaageneriCuCGnéept-isdderivedlfrcm*a
specific concept‘and the gereric ‘corcept is net - concretely
described, the change of the specific conceptfto”thé generic
concept may:not be .deemed to'be additien‘of new matter if the
generic coﬁceptﬁqan beLderivedtinaconsideratidnﬁoflthéiﬁjh
deScription;inﬁthe'specification:wﬁ N
(3) "Markuéh" Claim =+ oo

In the;casewwhéie one~o£*moreachoicesfaréfdeléted*in order: :

to arrive atsa;spééifiChCOmbination:ofrchoicés; such a specific:
COmbination‘iswnotuconsideredfneﬁ?matteraif'theuchoi¢észof4the;ﬁa
specifiCLbombiﬁat;onbareQdésinbedfiﬁ_thé_Origihaily*filediVﬁﬁﬁfﬁ
specification.: .
ui=@?In the c¢ase WhereioneﬁOrkmore3ch0icésﬁaré"deléted-inTOidéiﬁ*
to arrive ' at:a spécifickCOmbination%6thhe~choi¢es;ﬁSuch~aﬂwff

specific combination is not considered new matter if theispéeifi'c

~ combination of choices.is described in theroriginally filed @ @ :

specification. i

A submission: of:an experimental reportiontan. effect-of’ the:"

specific. combination, etc. may; however, beirequired.

(4) Numerical Limitation .. @ . = ¢
- 1f anamended numerical limitation isidescribed imthe . ib

originally filed:specification, etc., such: a’ numerical limitation

will not, of course, be®considered new matter. 1In addition; if " -

the description in:the specification, it appears: that-such a

- numexical.limitation:may:notibe considered new matter:
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It appears that a combination of an upper limit (or a lowexr
limit) of-a general range and a -lower limit (or an upper limit)
of a preferable range is not considered new matter. B e
(6) "Except" Type;Claim;;

-An "except!" type claim isrintended to.exclude thelseopeaof”a
senior application.from;thewscope;of a.junior application when

the two applications have the senior/junior .relationship as. @ :i=:

~stipulated in Section 29218 of Japanese Patentahaw. CTEoASLi i

7 allowed exceptionally.to exclude the scope ofvauseniOr.jv
application-as a condition for restriction; éven if:the .-
'originallyrfiledqspecification;of~the-junior'applicationidoesunot
sﬁate'thatjthe,scope-qf the senior;applicaﬁionnis;eXCluded;_j;q»;
Under the U.S. Patent Law, matter disclosed in an application-is:
considered to be publicly known -from the time.it is-filed. - There
is thus;ho-concept-of:an?"except?.type:claim;under_themUng:sa
HPatent;iawz

4-1-2. .Detailed: Description:ofi the Inventieaf:;

Compared to the amendment to claims, amendment toﬁthe:'ha”
spegification:(corresponding-fo‘"Detailed Description!of:. theé
Invention"_inuJapan)finrthquaS;gis;strieter,?wln~general;'Only;e

-the correction of an error, clarificationﬂofﬁan;ambiguoﬂswmw-
description, etc. are.allowable; and the:scope of -amendment is .
_strictex;than_in Japan.. -It maytnotgbe;inappropriate'to.consiger;

that amendment to the SpElelcatlon is:not- allowable in H;;w

prlnCLple Examples of ~amendments Whlch are not deemed addltlon

of new matter-are, respectively, an:amendment:for clarifying ox :
completing the originally filed specification {Rhone=Poulence

'S.A. v. Dann, 507 F.2d 261,262 (4th Cir. 1974)) and an amendment
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for correcting an:error of description of a constitutional:

formula of chemical substance-(Ex Part Marsili,-214 USPQ 904,:906

(Bd. App.:1979)),; etc.:
(1) - Purpose or Effect of the:Invention:

In . principle, an amendment relating:to.the purpose. or effect

is not allowable. However, an effect which: is' notrdescribed:in:

the originaily filedfspecificationacangbe%aésérted,by:filingfan»*

experimental:report, etc:, without adding a description”of: such

an effect: to!the specification.

(2} fConstitutionvof-thE”Invention

Amendment of the. constitution:of:the invention: is not: . wi

allowable=in"principle;t,When the:scbpe‘of*&?claimiisﬂreétricted,

there is a case wherein thé scope of the constitution described =
in the. specification: remains: broader: than fhe‘Sbopecof'the:
constitutionirecited:in the: claimi =
(3) Addition of Prior-Art Document. -i.. Jiiiin i

‘win Principlé,.it is not allowablé:tﬁfaddia*priOrQart*Jﬁ
dOcument-tovthe'specificatioﬁ;viHowever,?at-théﬂtime"of.filing a
fespOnseﬁtO*an:Official'Actipn;uéuCh a_prior;art“doCumént;may'be“
fileg-asrévidence andithe contents thereof can be asserted. : "
(4) Amendment Based on' Document: Cited in an Originally Filed =
Specification |

In principle, it is not allowable to amend the: specification

on the basis of a document described. thérein:i It is possible,: | o :

however, to make an-assertion on”the basis”of the described’

document :atthe: time of filing a response to an 0fficial-Action."

4=1-31 Amendment : to. Dfawing( s)
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As:in;the;case of ~amendments .to the specification; =

amendments to drawings-are not allowed in-principle. ~An Example.:

of an amehdment which was not deemed to addxnew matter isan
emendment for filing a coloxr-drawing-and a colorrphotogrephfof'a;
bacteria characterizedwby_colorgLJessel»v;‘Newland;&l95.USPQ-678,
685" (Com’x . Pats 1977)); etc.

4-1-4. Correction:of: Inconsistent Description. ...’

. If there«is.a. contradictory.description in-the:specification

and a correct descriptionrcan be clearly_Understoodffromfthe“J
originally filed specification,¢the_Contradictory:description can
be.corregted;as,a~gorrectionLof,anﬁerrorm'-
LA rclaim in-which: new matter:is lntroduced orial clalm, the:.
scope of:which is. influenced by new:matter,}willeberrejectedfasﬂf
under Section 112(1) of the.Patent;Laﬁ.* An: amendment for:adding:
new matter will be rejected fromzan-aspect-of;formalityaunderwwx.
'Section 132 of the Patent Law. . .. . ..

4-2. Comparison:with:EPC .

-w;ThEEEPO-stipﬁlates;thet;amendment‘shali‘noxgbe=made beyond i

‘the scope of the contents of the:originally'filed‘epecification%l
(Section:123(2)). However,.this:stipulation is mot:uniformly: .:
. applicable. ‘Thenscoperof:ameﬁdment;in-thewEPO“willunow-be“?
summarized on a'practical level.
‘4e2~~- Claim(s). - |
(1), Change of "generlc concept"'to "SpelelC concept"”~r
;“‘.If a Sp@lelC concept is. descrlged in: the orlglnallwailed
speciﬁication}“it is allowable to restrict:a gene;ic:conceptatoﬁ~
the specific concept. 1If a Specific‘cOneept:iSﬁnotmdescribeddiny

‘the originally filed specification, restriction of a generic
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concept to the specific:concept is:considered ‘to be viélating
Section 1237
(2) Change. of: "specific.concept" to ’generic ' concept!:

ItﬁiSsnot-possible”tocclaimfaugEHéricjconceptnwhicheis e
beyond;theascape of thevinventionﬁdescribed“inctheioriginallyr"“-
filed: specification  and WhichiCannoffbe deriVedudirectlymandlr
définitivelf from the originallyffiledﬁSPecification;f

A constituent feature of thexinvention}:whichtis;;jﬁazrg
indispensable from;the*filingﬂofathe}applicétion};cannot?be R
_deleted.z'
.(B)aTMarkhShHHClaim-f;Aftmr

In the éase where a deletion is ﬁade, festrictionat@-ahgﬂmm

- specific combination:.not described:in:the: originally: filed

.specificationaviolatQSwSectiQh;lZS.;agawmu
a(4j}NumeripaliLimitationag
Numerigals1imitationwviolates;Sectionmliﬁ if;ahoaménﬁedﬁim;

?nﬂmerical.valuenisnot;desCribedxinmthemérigiﬁaliy filed .
specification or drawings. |

A combination of an upper: limit (orwahipwerﬂlimit)ﬁbfiaﬁ}ﬂ*
general. range  and: a lower limit: (or an.upper limit) of a
éreferable_range does not yiolate Section 123.
(5) "Except! Type Claim .-

To deiete a certain element in consideration of the prior:

artjis,a}lowable:evenpif'deletedxmatter:isrnotﬁsuggestedhin?the_' -

originally filed  specification: or drawings. =ow o

4-2-2. Description

(1) Puipose or Effect of the Inventioh?

A




-Addition of a purpose:or an effect is allowable when a-
‘person skilled in the art can surmise a method for achieving the:
purpose or the effect without difficulty from the originally’
filed specification. 'Evenaif'a:pﬁrposevorian effect is not:
derived "definitively" and.can be.interpreted in anotheresense;un
the purpose or:theneffect'can*benaddedeif it can be-generally:. -
thought of by.a person:skilled in-the:art. | |
...(2). Constitution:of the. Invention: . .u =7

(2-1) Addition of ‘Example -and:Comparative” Example:

An example ot a comparative example'cannot be added to'thev
'specification if they depart from the scope ofnoiiginellyffiledj
.Specification;"“ u
| (2-2) Addition of  Well-Knéwn Art 6r Common Art. -

- Bven a technical feature, Which%is*not~desbribedsin“theﬁ“**
originallj filed specification, can be added:if: it’ is part of the
ordinary knowledge possessed: by a person-skilled in the art. In
this case4fiheeprdinaxy knoWledgeﬁcahxbe?aSSertedfaSVa‘feasbn“for
amendment . | |

. (2-3) Addition of Physical: Propexrties. .:

In principle;..addition:.of: physical properties violates .

Section 123.
{2-4) Amendment of Constitution of the Invention:on the:Basis of

Drawing(syf

When an -amended constltutlon is* not derlved dlrectly and .

deflnltlvely from the draw1ng( ) the amendment vlolates Sectlon
123.
7(3) Addition of Prior-Axrt Document’

In the case where a new prior-art document has been
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discovered, addition of a description Onfthe”prior;art"docdment
does not wviolate Sectron 123 . In connectlon wrth thls,_a_””
_descrlptlon of an effect of the lnventlon of‘the flled |
appllcatlon can be added in ‘some cases -

(4) Amendment Based on a Document Clted in Orlglnally Flled -
SPElelCathn - .

In prrncrple, the content of an.amendment‘based.on a
document c1ted ln the orlglnally flled specrfrcatlon does not
'Sfall in the scope of contents of the specrflcatlon stlpulated ln
Sectlon 123 However, an amended feature 1s consrdered to )
constrtute part of the contents of the orlglnally flled R
specrflcatlon by a person skllled in the art ‘such a feature.can
be lnserted lnto the specrflcatlon by amendment R B
(5) Correctlon of an Error' B o

The presence of an error must be obvrous from the orlglnally
flled appllcatlon documents | When the eYror - is amended the
Wprlorlty appllcatlon documents are not taken lntozaccount
| 4-2-3. Amendment to Drawrng(s).”“m. o
| The presence of an error and the content of corrected mattern
‘must be obv10us from the orlglnally flled appllcatlon documents.
&iéeé.‘Correctlon of Incon51stent Descrlptlon

o Amendment for clarlfylng the meanlng of a descrlptlon is
Zallowable. . - | N | o | a

‘For example,'a redundant constltuent feature recrted in a

._clalm,‘a constltuent feature not dlsclosed ln the descrlptlon, or
a constltuent feature Wthh contradlcts the descrlptlon

can be deleted or corrected 1f it can be surmlsed from the
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conteats of the entire description.

5. Introductron of Specrftc Examples of Study

Twelve'(l2) examples are lHLIOdUCEd ln the attachment
These examples are extracted from the trlal cases.agalnst
dlsmlssal of amendment whwch appear on the'OfflClal Gazettes of
Trial Decisions 1ssued in 1992 and 1993 and in Wthh a rullng -
that ”the glst of the inven tlon is not changed":was grten :

: The number of trlal caseslagalnst dlsmlssal of amendment.wln
whlch decrsrons were rendered the number of rejected requests
and the number.or canceled trlal decrsrons ln these two yearswij
wrll be shown below | OI the canceled trlal decrsmons, 37 proper.
) eramples.were selected and lt was.studled whether or not the o

amendment can be deemed to be addltlon of new matter

Number of Trlal Cases agalnst Dlsmlssal of Amendment. 118“

Number of Rejected Requests. 40 (34 )

"Number of Canceled Trral DEClSlonS‘ 78 (66%)41 "

”';L§3§”5£”ﬁéine£é studred; | Addltlon of New Matter727 (73%) N
e ST _[iNO Addrtlon of New Matter 10 (gjsé
- *(17%)

x 17 % rs (no addltlon.of.nem matter}/(number“ot-trlal cases
agalnst drsmlssal of amendment) It should be noted that 60 % of
‘Wrequests for trlals agalnst dlsmlssal of amendment was accepted
' under the Old Law but under the Amended Law‘r even lf requests

for trlals agalnst Decrsroas of REJGCLLOH as a result of

dlsmlssal of amendment are LllEd onlv about 17 % wrll be
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accepted.

".This ‘indicates “that the scope of amefidment under the Ameénded

‘Law, which can be accepted as being "no addition of new matter",

has-narrowed to about’ 1/4."

?ﬁThis.ﬁeréentage”of”acbepﬁEbleIaﬁeﬁdment‘ié'ééléﬁlated on the

basis of trial cases. At a‘normal examination stage, an’

" amendmernt is examined more strictly and the ‘percentage of

acceptable “drendments may ‘decréase.

' Although the SPEcitic dxdfpids 6f Cadd dtidy aks’ shbwh 14"

the attachment, the‘reéultS"oBfaine&'b?ﬁfﬁé éfﬁd§”ﬁiliﬁbéqsﬁé§ﬁ;

below. Specifically, matters ‘to be’ ‘noted in preparlng orlglnali

specifiéations ‘and- amendments will be stated

541, "Results of “the Study

5-1-1i"Claim(s) =

in the speCificafion;Tbut”a*genéfic-céﬁaépf’is“ndé”ﬁofméiiy" T

“'described in ‘the 'specification. - ‘Since ‘an amendmént for changlng

a specific COhdept'tbﬁa'géﬁeriC’conéept*dn:ﬁheabaéiélof”fhe

“disclosure 'ir ‘the originally filed specification is hardly =

allowable, it is considered as ‘to whether or not a generic

.eoncept:in'a«higher‘levél“Can°be'CIaiﬁéa:aEVtheﬁtime?6fﬁfiiiﬁ§;"
'the application. It should be noted whether or not a claim
-1ncludes any unnecessary llmltatlon |

Needless to say, an amendment for changlng a spec1flc'if?fTLWNthJ;Wﬁ
-Kceaeept rec1ted'rn'a'cla1m't0“a genérid concept, which was Chee
considered ‘at the time of filing the application, is hardly’

‘allowable:

* It should be noted that even if a claim is amended by
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using terms appearing in the originalily filed specification..
etc., such q@ amendment may be considered addition of ‘new matter.
Forﬁexampleﬁ'sqpposerpgat an examplé wherein "object A and object
B are fixed by means of a screw” is described in the originally.
filed specification. If.a constitution wherein 'object A .and
object B qre_fixgdﬂ_iswcla;mediby‘amendment,”all the:terms.used:
‘in the ameq@meqprappe§;'ip.the Qriginally.leed,specification,;;
_etc. However, the originally filed specification, etc..are
silent on the technigue that object A and object B afe;fixed by
megps:othe:;thanﬂthe éq:ew, and the constitution wherein "object
Avqﬁd ijegt.B_qrerf;xedﬂ cannot be derived direétlygand
definitively from thg_q;igigqlly_filgd gpegifiqatignnietc;,
~Therefore, this aﬁendment is deemed to beﬁaddipién of -new matter.
* It should be noted that unnecessary broadéningfof;tﬁe”;.{.
gsqope:qﬁ'a:qlg;m makesltheﬂclaimed inventiqn abspragtqso,that

~corrected matter of an error, when coxrected, may not be .

qgngigggeq.to”be_qerivgd_f;om_yhe originally filed -specification.

* When a claim is amended, if terms appearing in the . ..

specification are_used“as.gften)ashpossibleﬂLthe,possibility:that

the amendmggp,is qonS;de;§Q;§Qdition_of_ﬁew matter is debreased;
CareLess ﬁsezqi.SynonympuS,Feme:maygleédatp additipn_dﬁ_newauf~
.matfe:ﬁ_ﬁ

* It is desirable that the terms used in the claim:be. - =

defined.in_the_desq;;ptipn,;n,tﬁgﬁgpegif;ggtipn,,nFoxxexﬁmplef in

with an engine" W@?,ngﬁndgf;nquin_the-originallyafiledg-p“f

"specification. It was thus unclear whether the "bicycle® dis ... =

—226=

ééﬁgigf?mafi£ﬂémggﬁg£::{ﬂgtﬁé;ﬁ?ﬁbié§éiéﬁwiﬁwgﬂéﬂéﬁf&éé“Qbié;gigTﬂ ,




limited to a vehicle 'with a pedal (driven by man power) or can
cover any type Of- automatically moving  vehicle: suchas a motor- -
bicycle. If the latter definition had béen stated 'in’ the
specification; hew mattér would have not been introduced.
. B-1-2: Specification

E'-'*1"'-='=f‘--J?lft:"(:en‘t:it-anﬂfsi'1b'uldtﬁ-b{:;pa.—i'd toa desaripfioﬁ*SucH’és“a°*Tv'
chemi&al formula;” which will likely’ be ¢opied by a word = 7 - ="
processorf’sinCeﬁan”erronéous*destiiptiOn?iﬁ“this'daée will be
retained’to the’last copied- pbttlon . If ‘the same erroneous’
~description occurs throughout the specifibéﬁibhg”itﬁTs difficult”
to prove.the error.

* In the: Case’ ‘where a- ‘graph” or" the like is’ stated ‘in the
specification and the graph” rélates to the “ontent of the
invention; the meaning of the graphand- the behavicr of a curve -
(a* straight line)" appearing in the graph Should bé#desCribéd:***“
| oo+ Invbyief)’ itist important’ that the description in ‘the “'
“Gpecification be Fich in €ontent.  Two'ér mors’ examples- shotld be
-deséribed, if possible; and as-mahy~asfpossiblé*semi—géﬁé:iéf”*"
'*conceptsiand-specificfcbﬁéepfé of eééh'ébﬁstifhen£ eieméﬁf:wa"*”
shouldﬂbe-deséiibedgr |
* 1f~aréomparatiﬁe>exampié_is”aescribédi*the*éfféct of the -

élaimédfinVéhtiOnfshould~be clarified ih‘éoﬁpéfiéoﬁ"wﬁthjfﬁe?””}

comparative example: - *

examplé’are’ comparsd in oA graph, WHich graph line Felafes to'
the claimed-invention.and which graph line rélates to the
comparative éxample ‘should ‘be clearly déscribéd.’ Tn addition,

the characteristics and differences between graph lines should be
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described in. the specification. :Even if. there is:an error.of
refe;encé“npmeral§,_étc,,,spch:an'exro:-gan,ﬁherebymbe,cprrecped
on the basis.of the description in the specification.. .

* In. the case: of an ipvention;relatingfto a-novel  substance,
not only the formula of chemical constitution and:the name of. the
substance but also data necessary for determining the:.chemical
constitution. should be disclosed.. . Preferably,.necessary data . -
T e_%;itin_g ~to an. intermediate, substance should be:disclosed . uor

By showing raw data,. a SPPPQSed;chemical;formulafaifw»wghgq;
erroneous, can. be amended..

6. Ideal Specification

ﬁ_$in¢e;@n,ém?ndmentﬁior_the addition of.new.matter- is
_prohibite@, as mgntipngd_abqve, an:amendmept,gannot;be¢acceptedm;
simp;y}for_thevregsgp_;hat §menagd{matter.i§‘"substantiallyg;w
- person skilled in: the art." . It:is.thus.desired: that:the:contents
ipf;Fhe,¢;iginqliy;filedrspecificatipnabe as rich as pessible. .To
.échieyg;th;s purpose,:ipi§sfnecessary to -have a- full: -
understanding of the, prior art; to be able to precisely identify:
" the subject matter of the invention, to have completed a-full . =
stm:_i_y of the. p_os_sibility'j,_-_c:).f_‘,_.‘c.igvelOPm‘ent.ofutl[legu invention:
(possibility of change from a generic concept. to a: specific: .
cdﬁcept, possibility of apéliéation to anotherggqtegérngfgagﬁgg

invention or another use), and to.be able to specifically define

the invention, for which a patent is sought, in multiple stages .
and in multiple forms.

- Bpecific points.to be noted in drafting-the.xespective




: should be. descrlbed lnltlally i

sections of the. specification and drawings’will now:beishown: on:"
the basis: ofi.the results of-the study."
6-1. Claim(s)

It is desirable that a claim prepaied to overcome’ a’possible

Official:Action:berdescribed-in the betailed Description”ofthe

Invention (e:ig.-in thei'description of an éxample):&

6=2.:PriorcAxt il . soluoos T o Lo lan e

Prior art corresponding totantinventiohirééited\inﬁéigénérié

claim should be described. If only the name of a priorZart:

document is- mentioned, an.amendment relating'to“the contents of

the: document. is.deemed. to becaddition.of priorsarti:-To.avoid: i\

this, all the items:(purpose; problem;: -constitution,” ‘operation; -

advantage; .use; etc.):to;begcomparéd%With&the préséhtﬁinventiohi?

Shouldﬁbe,describedgaf

6-3. Problem:to:berSolved in‘theInvention. = o iumn’

.»:Acproblem:solved by aniinvention 6fva gefieric c¢laim should:"

. be:described. . Addition:and change:of a prdoblém is’considered -:*=

addition of new matter. A problem related to each claim’should’ "

“bettex.be clarified. .

Gfé.qﬁeans:fop;SleingftheﬁProblém

It -is desirable thatﬂaageneral;vbasicjconcepﬁﬂéfUaﬁ Byl
invention be deSQribedfand,wifynécéssary;ﬁthatiafpréferredifnfa:ﬁ
exdmple be generallf described.

A preferable comblnatlon aSSOClated Wlth a Markush clalm

An upper limiti and a lower limit of a range ‘of numerical =~ ¥
limitation. should be :stated :separately.

if a prior-art document is cited in place of a specific
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‘example; ‘the ‘number.and.:name: 0f the document, ‘as well as a gist®
or a preferred example of-theﬁpartmdescribed;in:thefdocument;
should be stated;
;655;‘Operationq;

v,Apeope:atien;or a;function_corresponding%toiatwleaet an..c ol
independent claim-should be fullyedescribedv:since.the%
description of the operation or function will likely become-a B
““m§ip4P9iﬁt-QfgaSS§¥tiQn;in;agwritten opinion,.etcu. .
éeﬁ. Example

In- accordance with:the. clalmed constltutlon of*the-

invention, examples snould be described from'one aSSOClated with

a genericgcongeptftbione;asseciated with-a.specifi¢ concept,

from one:associated with ia basic:invention to one associated with

an applied invention. In particular, if a claim includes:an’ ==&
inclusive or functional:.expression; it is.désirable’that the
correspondency between such an:inclusive or funétionaiﬁexpression
and theiie;mgor¢?lﬁmentfdeﬁcxibed:inwthemdeSCription,Of”exampleef
be: made-clear:

As regards an unclaimed invention, which will . likeély be 77"
claimed later, it is desirable that not: only the constitutidn but
.elso the problemfwoperationwand;edventage“Of thefuﬁelaiﬁed*~r
inveﬁtion$bevdescribedzat,theaend#of-the~descfiptidﬁ 6f the -

example.

reClted spec1f1c comblnatlons thereof should be descrlbed as-
varieusly;as;possiblegin.multiple-stages,-southat»a specific

combination, to which the invention may:be.restricted in future,
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ﬁay not be deemed:to be addition.of new:matter. = o T *vfﬁﬁﬁﬁﬁ

If a prior-art document is qitedvinlplace‘of;aﬂspecifiéi3'
example, the -name .of the document;.as.wellfas a'gist-oifa
preferred example of “the part‘*de‘S'c:ri‘-bed'.-J'_:nrti'ie5-(:1()cume;Iit",'—‘r"-"s'hould”t
‘be.stated..’ ..

sFurthermore, if the terms:used in the ?claimﬂvareidifférent~
from those -in theedescriptioniof‘”eXampleﬁ;“théﬁcorrespondéncy‘t~
therebetween should be :described 'in the description of: "examplei"
| ;;‘An;upperilimit~and @:loﬁer limit of a range-of numerical’ =
limiﬁation'should be statéd;separately:jonr'eXample,ytheiiﬁ?.lfw
statement 100 to;lQOOg?preferably 200°t0-800, ‘moxre preferably =
300 to 600" éhouldzbeféhanged&to;WlOOiorsmorg;upfeféiabiYSQOOﬁérw.
more;fﬁorehpreferablyﬂ300ﬁorwmoreyWand»lOOOiér,leSS}*?reférablY*“
800 or less, more-preferably 600 oxr leSs:%ﬁw;
6%5; Effectwof%thenlhvéntion'

An effect-of:an invention recited in an associated' claim 7"
‘should be described in brief. = .

6-8. Drawing(s)

It is desirable that a preferred mode of an invéntion bé-
shown in;a.drawing,niﬁ{additionttota‘descriptionvoféthéﬁpreferred
“mode inéthe specification. | \

7. Problem

eTheaaboveistudy;was,made:on;the‘basisfof}explanatory‘ff

pamphlets, books on case study,:etc. published by the Japanese- - -

 Patent. Office, ithe Japan:Institute of ‘Invention afid IhAnsovation,
the Patent Attorneys ‘Association of-.Japan,-etc.  Examples-of “. "
actualgexaminatiOnrandwtrial.examinationfconductedbeJthefJPOE?51'

under the Amended Law have not been analyzed (a number of
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_ deemed to be addrtlon of new matter and therefore, not accepted;

examples of actual examination and trial:examination will be: s

publishedaseveral_years“fremxnowy.'?

In pertigulerr only .on the basis- of the examples:of the:case
study,. was it.surmised what amendment -is 5derivedrdirectlyfandﬁﬂﬁ
definitively" and what amendment is not. There is no book:ithat::
theQxetiQallytexplains-the:definition:of the wdrdingsﬁderived
directlY;andﬁdefinitively;ﬂt"Applicantsfﬁorfpatents_shouldﬂf
~in£erpretmnarrowlygtheawOrdinga9deriVedrdLreCtlysandu:::urw&ﬁhﬁfsu.u
definitively;"-:Inéour study, .the wording "derived directly’and
definitively?ﬁWaStinterpretedvfaithfully'en'the.bésis;of“the_JPOE
guideline” and other materials; and-we_believéfthat_aGCOIrectvi%?k

 orientation. for amendment of "addition.of ‘new matter" was:

"achieved:,;ﬁowever,gituisinot;certarnwﬁhether'Orhnbt;anﬁactuaifrf
examination will be conducted aecdrdingzto:Ourrsurmisef%or R
“whether the results of our study accordéwith:thespolicies*of the-
-JPO.,;IanaCtI_a bordex line;of;acceptance:forramendments
associated with.a possible.“addition.Of:newgmatterﬂﬁcahnot'
clearly be decided.
8. Conclusion -

~w¢»Acchding;t0qthe;preeentﬁstudy;.ai1337ﬁcases of ‘study:
examﬁles were judged to be "no change’ofJgistW:in?the trials
against dismissal of amendment. It may be considered,rhowevér,-'

that in most of these cases the ‘amendments:in question- ‘may “be

Although the scope. of amendment is strrctly Timited,
cmmpared:tQ;theyOld;Law,-persoﬂs:concerned*wlth#the~pradtrce*offJ

_patenttapplicationsncertainly;needato understand the:allowable '~
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scope of amendment with a certain degree of “confidence. ik

l;The.actuallyfacceptableiscopeHof=amendmeﬁt?iskambigudu%, as
mentioned in the preceding section of "Problem." AtipresSenty i
such~an acceptablé-scépe*ié’uﬁcle&rVSinCeWWe?have no-data on- i
actual examination by the JPO.

“However, oné:may bé inclined te consider “that:amended
- matter, which is derived as a matter of cdﬁfSej“Sh@u&dflikéﬁiééﬁ:
behaccepted;a5~awmatter:of course, and that such éméndedﬂmatter??
is “derived directly and definitively.®" In'the couréeﬂbf&éﬁiﬁ”ﬁi
study, some conflicting conclusicngi wererderived:because of such
Cargumentss:: i’ |
qqueﬁded matper,»whiéh should:be acéeptéa éSTa matter of
;fCOurse,'is not métter "derived:ditec¢tly and - definitively", but
.amended matterj which can 'be derived "directly" and. can®be’™
 derivéd "definitively," is mattérl“derived“diiéctlyﬁana5P5*f““*3*

definitively" and such amended matter is not "addition of. hew

. mattexr:":ooiioc

‘Accordingly, rin-order to’ judge whethér:ior:not amended’ matter
'is "derivedidirectly;andidefiﬁitivelyﬁﬁiit“iéﬁneéesSaryﬂ£09f”
separately consider”whetherforfnotfamended-ﬁattEI is Pderivéd
'directly" and whether or not such amended matterhiélﬂaeiivéd
- definitively.” It is important to ﬁote.thatVOﬁly when “amended

‘matter is derived "directly! and "definitively," can sichamended

matter be judged as matter "derived directly and definitively." o

- In any case, some points remain unsélved inithe“presént
paper, -and some parts are based on surmise. We, therefore, hope
_that the present paper will serve as reference material fér,m

judging "addition of new matter."
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(Example 1 of Case Study) Re: 3-4-1(1), 3-4-2(2-1); 3-4-2{2=3)":"
Application’No.: Japanese Patent Application No. 59-278667
(Jap. Pat. Appln. KOKAI Publication No. 61-158801)

GistaqfﬁthewInvention:uMethod'ofddiStiLlingfaﬁd'separatingW
-hydrogen“fluoride.andja.SUbsfanée having a boiling point close to
the boiiing:pointiofnthe'hydrogenafluoride"L;ﬁgﬁ |
Amendment

(BeforerAmendmént)

Claim. 1z Arséparation:method'éharaéteriZédyby°adding‘En amine to

a liquid mixture of hYdrogenffluoridefahd‘a'Substéﬂce'havingfa**

boiling point close to the boiling point of the hydrogen 0.0 ibins
Ifludride,~andfdistillingﬁthe-reéultant.

(After Amendment) . . o

Claim l: A separation method: characterized by adding a pyridine: -

;or,melamineﬂtowa;liquid.mixture;ofvhydrogen:fluoridenandtggt-ﬁ:

organic compound - having-a beiling point close. to the boiling: . i

point of the. hydrogen flueride, and distilling the resultant.

_In the Detailed Description: . L o

| 'ﬁAnLexamplegofﬁmelaminegwas added;AandidataurélétihthbVﬁ—5”
butylamine, whichrwas descr;bed as an example in the ihitiallyfﬁ-
. tiled specification,_was changed tc a comparative example.




Judgment. on Addition of New Matter:
Aﬁendmentuto Ciaim. ..... New matter was ﬁot~addedr-
- Addition of Example and Comparative.Example a,;uﬁewLmatte;;_
was added.

Reason why the amendment.to,the;claimndoes~notradd;newimatter:ﬁﬁ

(1) organic compoundw-

.. The-initially filed-specification’ states:that - the: substance: .

ghaving a:boiling point close. to the&boiling‘paintrofﬁhydrogenjvﬁ
fluoride is an organic or -an inorganic ¢ompound,. ‘and; that .all =
exemplified. .substances are~brganic compdundsw~~ |

*Directly derived.

*Definitively derived.
pquq‘The%Qrigina;lymfiledpspecificationlstateSathaﬁ,Wamines, 
usedﬁingthe1p;esgnp;ipvention_are.;gpreférablympyridines?and-,
melamine." . .- i
Means. for avoiding addition-of-new matter: -

Amendﬁent should be limited to the claim alonej ‘and,: if data
shgwingjthat melamine, like;pyridines},isASuperiorﬁto~dther:ﬁu};
amines: ‘is--attached. to aﬁwritten opinion:in résponseit0 aEpossible
Official Action, a patent will possibly be obtained. .

Example Case for Reference: From example case.'9;, the amendment::

. to chang35FSubstanceﬁ;to~"drganic-compoundﬂuwasﬁjudged~to,add no

new matter.
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ApplicationﬁNo{:-JapaneSQ1PatentﬂApplication No.'58~l42555~ﬁ

Gist of the Invention: An air cleaner case is provided on one &

Side 0f'an"engine;”thereby”preventing“a“driver’S”trbusers”from“”
doming into contact With*thegengiﬁé{ﬁ
Claim befdre Amendment:
--PA.Bicycle=withtan“epgine;'whéieihraﬁﬁéhgiﬁé?uhitfis.mdantéd
ﬂon1theuiowef:§ide of a middle portion of a'vehicle body having a
front wheel*andfa-réar5Wheel¢#tha“pOSitiondinﬁa“gap’betWeéﬁV*¥5*
pedal drms ‘provided at both ends of a pedal crankshaft ‘to which'a
'chain”sprocketvforvdrivingfthé?réarVwhéél*is“attaChed;ﬁénd“ihéw~=
rear wheel can be driven by said engine uwhit, charicterized in
that alchinderfmembefvofﬁéaLdWéhgiﬁe-ﬁnitfis-pﬁt*inisaid gap, -
said ‘chain sprocket being aisposed'onibﬁé5sidé>of“éaidchlindérfi
membér,fwithAan*airmcleanérﬁcaSe~béing*dispoSed?oﬁ another side
"of‘saidrcylinder member. |

Amended Cléim:

A motor-bicycle wherein a pouer unit is constituted by

_integralryfprbviaihg“é-transmiQSionfcééé?bn*a:fear=§ortich-ofianf
engineﬁunit,having-a bénter‘aﬁiS?of a*CYlin&er~situatedfih“é'}”53
"back;and;forth"difectioﬁ;-said“éhgineiunitﬂbéingjSituaféd between

a front wheel and a rear wheel, with said power unit being
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-swingably supported on a vehicle-body,‘characteriied_in‘tha;.said
-transmissioﬁ case is continuocusly disposed on said rear portion. .
of said engine unit with a stepped portion,; -and with-an air. =
_cieaner case being disposed . on the front side of said
transmission casing and on the_lqtereigeidezqf;saidrengine_unit;y
within the width of said stepped,portion of said transmissien.,
cesing, |

- Reason why new matter was. added:
The Originally:filedMspeg;ﬁication;and'drawings;disClose_a

"bicycle with:an engine.” . The. "bicycle with an engine" was:. :

amended- to..a "motor-bicycle” which: is a generic concept of the . :.

f«"bicque;wiﬁhvanzengineuﬂg‘Howeyern‘neither_theu@riginélly;ﬁiled;
speCifiqatiQnmnor;originally.filedrdraw;ngs;ﬁentionuthe»ﬁmptoxrx
bicycle.” . Although "motor-bicycle". is. considered a generic.
concept of "bicycle with an engine", bicycle”,.for .example, can
alsoebe;gonsidered.a,genericygopcepp of "bicycle with an engine."
Even if,theﬂgist of ;he.invention;lies in-a common .concept of . -
"motorébicycle" and "bic?cle with an engine, " this: amendment: .
cannot. be derived'directly-and definitiveiymfrom the.origiﬁallyu
fiied specification.

The deflnltlon of the Japanese term-"jltensha"f(equlvalent-

to the Engllsh term "blcycle") is: based on that appearing in: the

Japanese-Japanese dictionary “KOJIENﬂ:,ﬁa_vehiclepwith;a‘deviqej;

\Wherein_wheelsyape_rotated}byva,:iderawith,hisfher;own*power.&vu'
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Description in the originally filed specification for av_o_i_ding__ §
additiop¢oi:new%mapter:‘ |

The originally filed specification describes a bicycle
having a motor as an auxiliary. unit... By the amendment, the ..
applicant intended to broaden the_scope of such a. bicycle to. .. .-
generql motor bicycles. Under the Amended Law, such,anlamendment.
tq_broadenia_séecific;gqnégptrto;aggeneric concepfmshould be 5.0
considered upacce,pt_ab;_e. _-_j.n,;.pr_jnng:ip-l_e,_‘. - At t_he_;--,tj'_-me of: £iling: -an‘---"‘
appli_caﬁ:_iiqp,,it_ is thus -nece_-_ss;ary_. zto,' describe .the title: of. the -
invention, the claim(s):and the t..echnica_li field: Qf:, ‘the -inventdion:
in th,ewqrig_in._al_ly_ filed _sp_e_c__i.fic'ation_,._,‘ with full .‘co.nsidera.t.ion e
- given to the scope of-aﬁplicétion of the inventien.. |
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(Example 3 of Case Study) Re: 3-4-1¢(5)

Title of the Invention: Method of Producing Granulates of Vinyl .
Chloride Polymer — ~° ¢ & i it R

..Gist of .the Invention: In‘a method of producing granulatés of a -

vinyl chloride polymer' for paste processing, the’vinyl ‘chloride™
 polymer ‘is redOvered“anthheﬁ dried under specific conditions,
thusreffiéientlyzobtainingrpolymer:granulateé*bfihigh“fluidityf!
Claim before Amendment:

A method of producing granulates of a vinyl'Chloridé
polymer, chafacterized in that a vinyl chloridé polymer is /'
lérepared by adding and mixing an organic liquid which is not
easily-diséolved in water ahd does.not dissolve or swell the
vihyl chloride polymer, in an agqueous dispersion of the wvinyl
chloride polymer, and, when the prepéred vinyl chloride polymer
is separated from a water phase and dried, the vinyl chloride
polymer is dried in two.stages by using a fluid drier under
conditions that the wvinyl chloride polymer is:dried in a
constant-rate dry period at such an iniet air temperatuﬁe that

the vinyl chloride polymer has a temperature of 40C ox less, and

that the vinyl chloride polymer is dried in a decreasing-rate dry
period such that the vinyl chloride polymer has a temperature of

50°C or less.
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Amended Cleim (Amended portions are underlined)s: o0

A method of producing granulates ‘of a vinyl chloride
polymer, characterized in that'an aggregate of -a ‘vinyl chloride™
polymer is prepared by adding and mixing an organic liquid which .
is not éasily dissolved in water ‘and ‘does ‘not dissolve or ‘swell’
:the-vinyl‘chloride'polymerf in -an ‘aqueous dispersion of the vinyl
chloride polymer, the prepared vxnyl chlorlde polymer is
“dehydrated, and the v1nyl chloride polymer is dried under.
conditions that in a constant-rate dry period the vinyl chloride
polymer has a temperature Lp;l-of 40C or less and in a |
decreasing-rate dry period the vinyl chloriae polymer has a
temperaﬁure L;;l'of.SOt' or less, and a condition B

that t2 - t1 = 7C .

Judgment op Addition of New Matter: Ne& matter was added.
“Reason:

The originally filed specification mentions tl and t2, but
‘makes no mention of t2 - tl or the combination of conditions tl
and t2. Since the Example relates to only the case where tél— ti
=z 7°C , the amendment portion may.be'coneidered to be deriﬁed
definitively. However, at-leaet the originally filed |

specification does not teadh the concept of the condition of t2 -

"tl. The Example does not mentlon the value of t2 - tl and the

amended portion is not derived dlrectly

_Description in the originally filed_specificatieh for avoiding
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addition of new matter:

Infthg;qése“of-the present-applicatian_a;conbept, which was
nqtgclga;.atﬁthe_timespf.filing,‘was derived. from thewExampie.;:
Itwﬁhusrappears,substantially impossible to prepare -the
‘o'z_:iginally_.f-i_l.eczl__'speq.i-fica.ﬁiqn. f_',so_-;:-i;:hat ‘no problem could.occux. -

Example Case for Reference: 12
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(Erample 4”a£”case Study) Re:-3;4~2(ll N
Application No.: Japanese Patent Application No. 61-l4596m

Gist of the Inventlon~'A method of producrng a granular food rs'

provrded whereln the granular food can retaln a granular

‘structure and wrll not become a lump ‘even 1f lt is mlxed wrth a’

source, etc.E The granular food is produced by addlng and le1ng

a specrfrc quantlty of water and edlble orl wrth gralns.‘MH

Claims before Amendment (or Déséfiptionkbfa&ing);'

*Claims:

1.7 A method of producmg a graHUlar fOOd Comprlsmg the

steps of addlng water to qralns lncludlnq at’ least a groundh“ﬁﬂ

IVPOItlon,'stlrrlnq a resultant steamlnq the resultant for a'wumw

qranulates w1th a desrred s:.zer and drvlnq the qranulates T

""2: B The method of producrnq a qranular food accordlntho”m

claim 1, characterized in that a suitable quantltv of watermandf

ollve 011 is added to and mlxed Wlth semollna, the mixture is

pulverlzed a resultant is steamed for a predetermlned trme

perlod the resultant 1s further pulverlzed lnto qranulates to a : .

desrred srze, and the qranulates are drled.

*Effects: .....The granular shape .is conducive-to good ..

digestion. .. ...

oAz




to (d) are consrdered to add new matter

Amended Claims (or Description/Drawing)
*Claim

l. A method of producrng a granular food characterized in

that 20% to 70% bV welqht ta of water and edlble Oll inoludinq,

at least 10% of edlble orl b_lS added to‘gralns in a ground

'state, the qralns in the qround state are stirred over a

relatlvelv short tlme perlod so that each qraln mav not lose a_”

qranular structure,_the entlre qralns are lmpreqnated wrth water

and edlble Oll the qralns 1n the qround state are steamed ln a

substantlallv statlc state for a predetermlned tlme perlod so

that an aqgreqate of qranulates is qrown and then the aqqreqate

is broken to obtaln a qranular food c _
*Effects

Slnce the food has a granular shape, it does not catch in

the throat and after the food lS passed throuqh the throat the

food is smoothly dlgested since each qranule of the food 15__ﬂm

dlqested 1n the stomach and lntestlnes and put lnto contact w1th

qastrlc julce over a larqe area. . Moreover, srnce edlble orl

is added the qranular condltlon rs well retalned and a specral

hflavor can be obtalned d_':'

Judgment on: Addltlon of New Matter. All underllned portlons (a)

Reasons:

a) Although portion (a) is within the scope ‘of the prior art, it

is not described in the originally filed specification. “Nor can

-




it be derived-direétly or:definitively fromithe originally filed
specification.. Portion (&) is therefore considered addition of
new .matter. |
‘blfAlthough;“olive;oil” and "saladr oil"’ are mentioned, an "edible
oil,“‘ajgener;choncept;thergoﬁ,“is;not;mentioned,.=Not,§nlyf,jﬁ
~"edible oil“ but also "vegetable 0il" can be:derived~§s‘aggeneric
canceptnof‘yolive.oilﬁ_andﬁﬂsalad.oilhﬂ Thérefore;uthemﬂediblen
6;lﬂwiswnqt=derived,directly_oi,deﬁinitivelyaandris-considered-i
addition.of new matter. |

Although the ratio of -edible oil to-water is calculated as:
about 10 % in con31deratlon .0f. the. -specific gravity of - semollna
-'in the_Egample,;the‘perqentagefexcéedingw10~%gis:not referred to

~at all. . The matter "at least 10 %" .is thus not derived directly

or definitively and dis considered .addition rof :new matter.

é) Portion (c) is not describednin.the.originally-ﬁiled
Specifigatiqg,;andwit:is;not;derived;directly;orfdefinirivélyi"
'”Pofﬁibn (c)fisxthus considered addition of newfmatﬁéri

d) The‘ad@itiqnally described,effectsﬁarejnot-mentioned in the .
'-or;ginally filed specification-at all. ..It is not .clear whether -
__the_addigional.effects_are suggestedgingthe originallyufiled:;;i
.specification.. The*additionai;efﬁeCts-arehthereforeJnot'deriVed:

directly or_definitively,and_are cohsidered-addition-of new

‘matter.

';Description-in3thexoriginallywiiLedﬁspécificatiqn”fdrhavoiding

addition of new matter:. -

In order to make it possible to,assert5noveltyzoruinVentive
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‘step against prior..art by restricting the scope of a claim in
future, it ‘is necessary to use desirable specific exXpressions -
aﬁd, if numerical expressions can be used, to spedifyrthe.rangei
~OfinumericalmvaluésTby'makiﬁgfuseﬂof the expressidn*“pféfefdblyﬁm
Similarly, effects . need tbﬂbe described in the.Example*with';-:f
.concrete expressions.

Example Cases fotheferéﬁCe:‘a;.¢17,'b;..lffand*éfér 5, Cii 27,

d...22.pa

Gist of the InventioanThere;is~prOVided‘anEauXiliarY=livéstoékf
feed consisting.of an activatedvrotten3mud coﬁtainingﬁa"fixed--*
- gquantity of water, the liVestock3feéd“éﬁhibitiﬁg*g66d'gés
.adsorption propertieé, deodorizing and bacteriostatic effédﬁéffas
well'as-highfwater-raisinq?effeCts‘for“£10wersﬁdﬁd remarkably -
quick -effects as-a spray-on-leaf agent. . == .=

Claims before Amendment {or Description/Drawing):

*Claim: -

i-_An auxiliaryfliveStbck?féed.producedibyﬁpu1ﬁeri2ing é5rbttéﬁ'

vegetable mud containing 50 % to 80 % of watér,*putting the mud "
- in sufficient contact withiair, and activating “the mud.*

*Detailed Description
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The technigque of "pulverizing...and activating the mud"
recited ih“the-claim?éorréépbﬁds to”a:“method“bfEéctiﬁdtihg
rotten vegétable_mud"*of-Jap;ﬂpétu”Applh.‘KOKOKU’PuﬁliéatiOn'No:
62-37003. E { ! ‘ '
.Amended'Claims (or Description/Drawing)

wClaim

An auxiliary livestock feed obtained bj“abtivéting’a”ro%téﬁ“
‘vegetable mud, characterized by ‘comprising & combination of the
stepsiof: - |

. pulverizing ‘the rotten vegetablé mud containing 50° % to '80°%

of water so that the mud contains 60 % to 80 % of ‘qranules of a”

3qrain”si;e of 10-mesh=pass and ‘80-mesh-on, placing the reésultant

in a layer 20 cm to 30 cm thick or océasionally setting the

resultant upside down, therebv placing the mud in sufficient

contact with air; and

“"maturing the resultant with a water content of 50 % to 80 %,

maintained until a pH = 3.0 or less and a Brix degree = 0.4 or

- above.

*Detailed Description

The same as the above.

Reasons:

- Although document_numbeﬁs_are cited in the originally filed
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specification, the added matter is not mentioned in the
originally. filed -S:Peqi;fécation- Moreover, the added matter is ..
not. derived directly or definitively by a person skilled in the .
art from the originally filed specification. The amendment..is ;-
therefore considered addition of new matter. |
Description in the originally filed specification foriqﬁgiding
addltlo n Ofnewmatter LT e

.. Matter desg;;bed:inbthe g;tedﬁdqqnments,pwh;chﬁis:éonsidered
to relate to the subject matter of an invention and which wild o
.possibly be claimed in future, needs to. be concretely described
in the originally filed specification. . .. |

_Example Cases for Referemce: 48 . = .
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(Example 6 of:Case Study)~ Re: 3-4-2(5)"

Application No.: Japanese Patent Application No. 58-17802

"Title of the Invention: Method of Remoﬁing Astringency in |

Persimmons

" Gist of the Invention: In a sealed-type astringency :removing

-system, humidity -is -set--in .a -specified range -and-astringency -is--

removed:ifrom :persimmons with' no changeof color ‘or-damage.: 7t
Claims before Amendment (or Description/Drawing):

*Clalm.

A sealed type astrlngency removrng system whereln astrlngent
persrmmons are contalned in an alr/water tlght bag in layers and

astrlngency is removed 1n an atmosphere of carbonlc acrd gas and

“"alcohol characterlzed in that astrlngency is removed such that_

'the entlre humldlty wrthln the system does not fall lnto a ranqe

of 75 to 85 % or more.h h

;*ﬂheﬁsame¢statementuappears‘;nrother*parts:of:thé;,ggﬁ
specification.:

Amended-Claims .(or Description/Drawing) -

#Qladm o
A sealed=type -astringency removing system wherein astringerit

persimmonsmare:contaihed*inianpairfwater'tightfbaqfinilayersﬁand=

"astringency. is removed:.in:an-atmosphere 0f ‘carbonic acid gas and:
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alcohol, characterized in that astringency is removed such: that"

the entire humidity within the system falls in a range of 75-to

85 %.

*The same statement appears in other parts of the

specrflcatlon

- *Detailed Description ..
The same as left.i.. ... .

Judgment on-Addition of New Matter: New matter is not-added.. ..

Reasons:

The wordlng "does not fall into a range of 75 to.85 %”or
‘nore"_rn the clalm before amendment can be lnterpreted to mean. l)
"does.not fall in a range‘lower than the range of about 75 to 85
%?:(ijé. less than about 80 ﬁ),'or 2)."falls in a range of 75 to
:85w%t"i In thls respect the amended matter can be dlrectly S

derived In addltlon, the orlglnally flled specrflcatlon states

that the progress of removal of astringency ls.accelerated lf-“.
"the humldlty in: the astrlngency removing system is: hlgh {75 to
.100 %). In the comparative example described in theanuxiﬁu
specification,uthe.humidityeiS—set-at-aboutwlOO~% and, in this -
case, if dew condensation-oocurswithe.colorwof:tﬁefsﬁrface'ofuan
ﬁwyastringeney~removedwpersimmonwwillwchangegorwthemsurfaoeﬁoﬁmtheyMM&
;persimmon;will~crack:,vIt'iswclearlyuunderstoodﬂfrom'the*

: SQecification=that-thewrangenOf-high'humidity ShOuld-bejﬂ.ﬂ

determined so ‘as-not..to .causeidew condensation. - If the-amended:

--250—




portion is interpreted from this standpoint; it 'is- understood™ "
t.hat' the range in gquestion means "75 to 85 %.". In other words, |
the meaning (2) cari‘bé-‘de'riVéd'f"'Hef‘i’h‘i‘tive'lf'; “(In the E'ri'a‘l ,too,
Cha'nge of gist is negated on the basis of the same logic.)
Description in the originally filed specification for avoiding
additidh" of ‘fiew matters
AsSpecification needs’ to bé prepared with' unambiguous =
. expressions. |
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(Example 7.0f Case Study) Re: 3-4-2(5) ..

Gist.of the Invention: A composition, which has.effects of = - ...
_polyvinyl alcohol. and casein and with which a stable agueous
solution is obtained, is produced.
Claim before Amendment:

A high polymer composition consisting of 1 to 99 % by weight

‘of water-soluble lonq—éhain alky]l group denatured polyvinvl

alcochol (A) containing 0.05 to 10 mol $& of a loﬁq—chaiﬁ alkvl

group, in which the number of carbon atoms is 4 to 20, and 99 to

1 % by weight of casein (B).

*The same statement appears in other parts of the
- specification.
hmended Claim:

A high polymer composition consisting of 1 to 99 % by weight

of water-soluble denatured polyvinyl alcohol (A} containing in

the polvmer 0.05 to 10 mol % of a structure unit having as a side

chain an alkyl group in which the number of Carbon atoms is 4 to

20; ahd'99'to'1'%'by'weight of caééin (B).

* The other parts of the specification were amended

similarly.
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Reasons: 7

In the wording fldng—chain alkyl group denatured polyvinyl
~alcohol containing 0.05 to 10 mel % of a long-chain alkyl group,"
‘the "long-chain alkyl group" should correctly beithe-"étructure
unit having a long-chain alkyl group as a side chain," or the
lexpreésidn ;mol %" should correctly be "3 by weight.; Otherwise,
the claim does not make sense. Erroneous description is thus
obvious and other interpfetation is meaningless. Since there are

two ways of interpretation, the amended portion may be considered

~to be derived directly. However, the Example of the invention is

reasonable even if either of the two interpretations is adopted.
_Ih1the comparative_Example, non-denatured PVA is used, and the
comparative Example is reasonable even if_either of the two
—interpretations is‘adopted; 'Iﬁ the other parts-of the
specification, there is no description:éuggesting which of the
‘two interpretations is correct. The aﬁended portion is thus not

derived definitively from the originally filed specification and

is considered addition of new matter.

'DeSCription in the originally filed specification for avoiding
addition of new matter:

A Spelelcatlon needstobe prepared Wlth unamblguous e

expressions, and the technical contents should be clarified.
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“Example Case for Refererce: 47

-




OCTANE-2, 3 CARBOXVLIC ANHYDRATE 8 DICARBOXYLIC ACID‘ 
Title of the Inventlon (amended): 3}5 TRLCALBOXVLNORBORNANW 2-

ACETIC ACID-5,6-ANHYDRIDE

Gist of the Invention: There aré'prdvided novel, lowfcost,
compounds.-0r tetracarboxylic acids: used as: plasticizer, -
hardeners, etc., said novel compounds having excellent solubility

and high workability due to not-so high.level of Teactivity. . -

Claim befoféwAmendment-

Blcyclo [3 3 0] octalne 2y 3 carboxyllc anhydrate 6,8-

dlcarboxyllc aCLd;'Tepresepted by constltutlonal Lormula (11:

3,5,6-tricalboxyvlnorbornana-2-acetic acid-5, 6-anhydride, .

...Espresented by constitutional formula . [1}:. ;oi.i.
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Description in the Originally Filed Specification:

E hydolysis pressure

carbon monoxide oxidation
: i -reduction

‘a;cohol Y - : -/-

_(monoanhydridé)
(tetracarbogylic
: 'ac'i'd") L s
3\(dicarboxylic=

(dieSter) -~ = hydrolysis - Soxidation

Description’in ‘thé Amended Specification: =
- carbon monoxide . _oxidation . . jhydolysism”“‘_wpressu;e_
alcohol & o / ' | ©  reduction

(monoanhydride)

(tetracarboxylic

(diester) hydrolysis \\\(dicarboxylic_ - oxidation .
- : : acid). :

'. gmﬁwwgJudgmentwonuAdditioanﬁQNengaﬁteﬁ¢¢NéWamaitex$iSgnotﬁéﬁdEd

Reason :
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In the present amendment, four interﬁediate-products,ﬂthe:..
cﬁemical.COnstitutional formula of the end product, and -the names
of compounds were entirely changed. without -changing the starting.
compound. . The originally filed specification does not mention .

the correct chemical - constitutional formula:.-or names of

compounds . . However, .the specification discloses analysis data -- -

- (main absorbing body -of. IR, peak: of C;3=NMR,mresults_ofgelemental
anélysisrchiiiﬁg points1.melting‘pointsjvenoughztowdetErmineﬁ w
ighemiqal‘constitqt$on$Jof the intermediate products and end
product. It-is clear.that;the chemical"constitutional formula .
and the nameé of compounds stated in the originally filed-
._spegificationdare,incorréct.”}in,addition,‘froﬁ the .analysis. ...
data, the correct chemical constitutional formula. or -names of
compounds can be derived. . Therefore, amended matter is derived
directly. . In addition, since the amended matter.(correct matter)
is specified on the basis of the analysis data, .it is.derived ..

‘definitively and is not considered addition of new matter. ..

Description in the originally filed'SPecificatiQn for'avdiding
addition of new matter: .
Analysis data used to specify the constitution of a novel

substance, etc. should be desc¢ribed in detail.

Example Case for Reference: 47. ...
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Gist.of the Invention: There is provided a carbon monokide sensor.
uelement:wberein.sensitivitymto"canbOnumonoxiderdoeswnotudeérea§e~-~-

even if ‘NOx is present, and a mixture corntaining a specific metal

oxide is carried on a sintered body of 'a metal oxide

semicondictor. -

Clairi before Amendment (of Déscription of Drawing)i -
‘A “carbon ‘monoxide sensor elément chéfaéﬁéfiiéd“in Eﬁat°é”:”
(mixtdre of ruthenium oxidé’and a metal oxide of ‘one or mors” -
" selécted from the groﬁp-cdﬂsiétiﬁ@ﬂof”titaniumf”zifcéﬁiﬁﬁ}*ff'*5
hafnium;*tﬁériuﬁ;3éeriﬁﬁ*éﬁd*lahtﬁaﬁdm”fs5éérfied*dnwéféiﬁ£érédh

body of a metal oxide semiconductor.

FIG. 3 L

~ sensitivity (mv) ; :

CO concentration (ppm)

. -Amended Claim {or Description or Drawing}):
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- Claim: The same &s above .
j FIG. 3 oo .
i - _ .
. ) \ 2
sensitivity. (mv) -~ K
| 13 2
'
7
S
/4
/]
!_f//
i
) e 10 X oo

Reason:

rThe originally filéd Spécificatioh'inciudes no descfiption
‘suggesting a reference numeral appearihg in the amended figuref
Therefore, the amended matter is not derived dirsctly or |
definitively. |
Description in the originally filed specification for avoiding

addition of new matter:

ere the contents of a graph relate closely to the =~ .

" invention, it is necessary not only to prepare a graph as a

figure, but also to describs the meanings and characteristics oz

- ~gurves ~(or-straight lines)-inmthe~graph-and~the~differences3
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between the curves (or straight lines):in the:originally filed
specification.

Example Case for Reference: 45
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(Example 10 of Case Study) Rei 3-4-2(5)
Application No.: Japanese Patent Application No. 63209625 -
(Jap. Pat. Appln. KOKAI Application No. 1-125398)
Title of the Invention: Amino-Acid Derivative and Method of
Producing the Same T
GiéifbfhthéfiﬁVEhtidhE;“ ““””'"
The invention relates to a compound having the constitution
' represented by

Il

CRy o R
 as well as a method of pfbdﬁbiﬁg“ihé‘saﬁé;“éha”an““
antihypertensive agent using the same.
Amendment:

On page 149 and the following pages of the Detailed

Description,

_'a<]indicating a benzene ring” was changed to 'A< indicatinga

cyclohexane ring."

. Judgment on Addition of New Matter: New matter is not added.
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Reasons:
| The amendment is considered a correction of an error fo#‘tﬁﬁ
following reasons (1), (2) andw(B):rkc

 The amended matter is derived directly and definitively from
the originally filed specification. .

Reason 1: The originally filed specification. describes that,

""th@yanazamzwpmgaaaﬁmnhaxﬁmja_ﬁﬂﬁiinmtha_gqnspitutipn@%”ﬁo;naiamm“”mm

representing the cdmpound of the invention iana_ben;ena_:ing_and:
"2 <[" is a cyclohexane ring. | |
o Reason Z: Frdm the originally fiied specificati@n{,inﬁigﬁﬁa
understood that nhe NMR data appearing on page 149 and nhe
following pages is erroneous and "AJ<] is not a benzenn ring
- Reason 3: Even if "A-\J" indicating a benzene is changéd to

'1&<ﬂ'“ indicating a cyclohexane, the amended matter does not
'contradict the contents of the originally filed speCification

Example Case for Reference: Similar to 47
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Application No.: Japanese Patent Application No. 61-115218

.Gist of_the‘Idventiohiriﬁereiis,provided”d éénﬁroi*appafafus*%f*
capable of issuing an alarm when a set-value~ in memory ‘means ‘4 is
identical to a set value in oontrol means 2.

Specification and Drawing before: Amendmentis <o o0 oLk
'Tfbcémperiepngmeagsza;functiQHSJasffolldws;iﬂAnﬁoﬁtput from
Swiitz.cil.,ing ‘means-5.:is directed to memory means. 4. After-a. Vel
destination -address. 7 is' set by:settingfméansﬁﬂﬁ anoutput- from..
;the;switchinggmeanSJSJis switchedﬁtomoontroliﬁeans”2 so that ‘the
settingtiﬁrtheisetting means3 ‘means a self-§tation ‘address 6. "
" Before ::Vax.ldi""a,fater the 'switching, "the addresses set in ‘the sotting
-Irlle_arrs-‘,Brare.—co’m’pared..:..:.I?'fi:the:r:eii?s‘?wr‘lo"ch,:~1_1'ii;(e,'-f??:i.tf"*r,-:'r""J_-*ZL'ZL;'_"b'efai‘'s'stlmed‘-E
that a setting .operator forgot to restore the set address to a™ -
NSEiffStﬁtionaaddress;and;an outputtwillibe;deliveredfto“alarming7-

means. for. iss uing an alarm. - |
The comparison means 9 compares the self;station.address-set

‘in the setting means 3, before the output destlnatlon from the

- sw1tchlngﬂmeans 5 is sw1tched from the control means to the _

memory means 4, with the self statlon address set at the tlme theﬁmn

output destination from the sw1tchlng means 5 is restored from

_the memory means 4 to the control means 2. If the set address lSm;m_m___

_not restored to the same set. address, an-output -will be delivered
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. MEeMOry means. 4 -~

to the alarming means 10 for .issuing.an alarm.. The precision. .in \

deleting,a.setting;error is thereby enhanced. .

memoxy means 4

switching meansli/////,/ﬂz” TS
T =l
setting means 3-7 U B S

comparison means 97

4o eeccontroli means: 2

alarmlng means. -19

.control apparatus 1l — =7 7"

Amended Specification -and. . Drawings: ..

;. The (comparison means): 3 receives as - inputs a set’ value

output f£rom the settiHQameaHSMBTand*an:ouﬁbutfdfreCtionaofffhé;¢

switching means. 5. 1. i The comparlson means: 9 generates. a SLgnal

if. a set value set..in the setting means in the ‘state in ‘which the
swiﬁghing;m9535,§5wswiﬁched:ththezmemorY;meanswsideﬁisathéﬁséhe
_égagiget‘walqe sgt‘inﬂthefsetting means;when'the;switchingsﬁeéﬁSJ
has. been switched to the control means side, and if:a set value:
set;in-théqsettingcmeans:before.thenswitchingameans;isfswitched?
_tQa?h?a@emOIYvmeansusidefiSfdiffeIEHt=£;omxaLset”vaiUEESEEJiﬁ”the
setting means after the switching mean5fis‘switchéd”bhceﬁé@aih*tb

the wcontrol means: side.: -

setting means 3-—

comparison means 9 alarming means 10
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Judgment on Addition of New Matter: .
 Amendment to the specification is not addition of new _
 matter. |

Amendment to the drawing is addition of new matter.

Reason why new matﬁer is not added:

The.underlined.portion (1) in the amended description ié_not
stated in the originally filed specification. From the
Qriginally filed specification, it can be understood that an
address is outpu# in the direction of arrow. Furthermore, if
originally filed FIG. 1 is referred to, it is clear that the
(comparisdn meané)‘9 receives as inputs a set value outéut_from

‘the setting means 3 and an output direction of the switching

. means 5. Amendment to the specification is, therefore, not

addition of new matter.

~"'Reason why new matter is added:

| As regards the switching means 5 shown in amended FIG. 1,
the originally filed specification does not state that the output
‘from the switching means 5 to the memory means 4 and the'oﬁtput

from the switching means 5 to the control means 2 is selectively

switched. In addition, the amended matter is not derived

directly and definitively from the originally filed specification

and is therefore addition of new matteri

" Description in the originmally filed specification for avoiding
addition of new matter:

If a black box is shown in a figure, the circuit connection
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VC')'I‘ thél flow of signals relating t¢ the black box needs to be
described in the originally filed specification: S
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(Example® 12 of Case Study) Re:3-4-1(2)

‘Gist of ‘the Invention: An ink jet récdrding3apparafﬁs:haﬁihéjW”i
within a relay tank, a valve member operable in accordance with a
variation in speéed, thereby supplying ink to @ recording head
'wifhout éxcess or deficiency. .
Claim before Amendment:

4 said ink tank IS provided With a valve member ‘Elosed At
‘the stop time-of:Sﬁi&’dérfféﬁé"ﬁha dpéﬁé&”ﬁhéh:ééid”Eéffiééé{i§“

Camended ClaimelUo L it el

GUlsaid ink 'tank’ is provided with a’ valvé member capable of
‘opening in accordance with a variation in speed of said ¢arriage’
at‘the”stop‘timé‘of”said'carriage;;;;““””-

Rehgomn: & obmsdie
Thé*dfi@fﬁdiiy“filéd'gﬁééifiééfibﬁ%iﬁélu&éé statements: “On"

the othér hand, Wwhen printing iS“éEértéd;éhd'Cariiageiﬁ ié“ﬁb%e&}

the steel ball 13 +olls within tHe relay tamk 11 against the

attraction force of the magnet 14 by the start and stop
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'acceleration thereof. The relay tank: 11l thus communicates with..

the relay pipe 12, and ink flows through the pipe 10 and ink

drops are discharged from. the nozzle 6." ;Worded in this way, the

phrase "by...stop acceleration” can be interpreted to mean "by

applying a neg@?i??ﬁ%?99¥?¥atipnltomStQPﬁ-;HA¢FQ¥¢ingat9 Fhe;;~~

description in the originally filed specification, however, the

"negative acceleration to stop® is applied from the start of ...
__égg?i@:ap;Qquﬁﬂﬁhe;Q§;;;a9§;3$m9x;n§;§§,cqnspan§;sp@@dptqﬁthﬁLgi;m_m

stop of the carriage 3, and the 'negative acceleration to.stop!..

is not applied after the stop.
~ On the other hand, the "stop time" recited in the amended .
~claim, at which a variation in speed occurs, can be: interpreted -

to, mean "during a stop operatipn',. as mentioned above, but also

can bg:iﬁtgrpret@g,tqlmean_?at‘thesﬁ;mezoﬁ stop." . . .

The originally filed specification does not describe_thqp”k:
the variation in speed occurs "at the time of stop”, and the
matter in the amended claim is not derivéd.directlyﬁf;om the. . . ..

~originally filed specification, etc., and is therefore addition

of new matter. .
‘Description in the originally filed specification for avoiding .
addition of new mattex: .

The phrase "stop time" in the amended claim is changed by. .

usiﬁg the words in the specification "by stop acceleration.!. . As-

mentioned above, the variation in speed in the wording "a...

variation“invspeedVof_said_car;iage at the stop . time of said

carriage" in the amended c<¢laim occurs only. when negative .
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acceleration:occurs. :Itriis assumed that:the rapplicant:considers:;

the "stop time" to mean "during deceliération" or by’ stop

acceleration." However, two lnterpretatlons are p0551ble and

therefore this amendment is addltlon of new matter. T

Accordlngly, 1t lS necessary to av0ld themuse of_terms Wthh\

do not appear in the Orlglnally flled spec1flcatlon, even if such

terms can be substantially lnterpretedﬂtO-mQQHQQUlY the-matter
described in the originally filed specificatioﬁi

Example Cases for Reference: 4 and 5
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(7} Abstract:  The future asbects of multimedia has been described as a
revolution in technology that will significantly .shape societies
“worldwide. The merging of data, text, graphics- and sourid
controlled by software to be interactive, creates a new and
- significant chéllenge _to' the legal profession. Not only are the
usual inte!iectual' property rights involved {patents, copyrights,
trademarks and trade secretsl)_ but also potential aspects of privacy - |
~law, rights of publicity and communications law. Ih addition, the
traditions of publishing and entertainment businesrses must be

_applied. However, the _biggést challenge will be in determining

R GWHE What 'fi"g"’ht'S",‘““Ei"h’d‘a’r‘e“vt'h'9""a‘p"p'r‘(j"]rj"ria’t'E""‘i‘i"g"h‘t'S"‘a‘V'a"il'a'b!é"“f‘O‘r”""‘"""“"""":‘

the multimedia provider to extend to both present and future

technologies.
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. . “INTRODUCTION -

 The term "multimedia” refers to the combinaticn of meédias such’as; 'te«xf ;data
bases, audio, 'still photographs, motion' pictures, videos, and’ graphics;:that will-be
digitally integrated ‘within a sdf’tw’éareme‘m‘o'ry'fbé"séahd"'co‘ntr'-olled'-by a programthat
‘has functionality capability to allow the informatioh'to '%b'e'-seéfched‘.;difspla\ié‘d;heé‘rd:—-
viewed and-manipulated by the'end user.’ Unlike :t?he-f-tradi'tiona!"sbﬁf-t-wé‘r?é‘-‘lﬁ‘ragrams
which the end useriadds its own information;, ‘multimedia :s;ysténi"s-'w'm' be the primary
' -irifb'r’matibhf-sup'plier-"-,-:Further;f'it*s‘-houid be also considered that t:he"in'férmatidn'= Hn
addmon to ‘manipulation; will-be susceptlble to' interactive re-transmissioni ¢ _
With the explosnon and. merglng oftechnologies such'as fiber: optics;: parallel
_ processing, packet data; ‘open netwo‘rks;'spr_ead spectrumy,-and’ data‘compréssion
along ‘with “the ever: 'growing sophisticated: SOf-tha’“r'é'-‘-5t‘et’:hﬁiqués,f't-he ‘broadband
_' mitltimedia super highway ‘will be a reality in‘-’bﬁly""a matter o"f"i'ti'm'éi-'fle'*hefbr’oadbéﬁd

networks will be capable of providing the following ‘examples of multimedia‘service:

+ - alternate ‘access to’long distance ‘telephorie service,

“interactive educational institutions over long-distance; ' *7i

w*—--inte‘r'ac'tive>b'a_ﬁkin‘g*; i'nve”st-ing—,-l-a‘n'd-?bilI-‘ipayr‘r?;ént_-'.i--‘-'?-#- i il Ls
interactive game playing, ' '

~interactive shopping, _

- -high'speed data transfer between iocal area networks, "~ 7ol

“* “parsonal communications; T

ER TR B

" rpicture telephone ‘services; < :
19,7 . specialized ‘advertising specific to-groups and individuals, -
10: " télecommuting, i.e. home-office audio/sound link, = o

.11, video'on'demand, and ¢ s s

< Vidé0 GoRTEreicEs, Tt T T T B s o v
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The newspaper industry may possibly be significantly impacted. A variety of

entire copies of newspapers will probably be provided on line by a multimedia

- publisher; to-be-identified and selected.by an icon-on the screen. . Advertising as we

know it today: will probably undergo: a signification revolution-in:that advertising. will

be selected -by the end us,_ér,‘--,o_r a.d.VEr_ti_s_i_ng will be sent on line:tailored:to. fit. the

demographic. needs of the end.users.- _ e s _
»Those: mvo!ved inthe growth of:the multimedia. mdustry wsll berequired to have

understanding of the social needs.involved.in premoting .:n_telle,p:tuai.-a_nd-_technologma[

gr_qwth-;iin_c:-._l_udi_n.g-:fre e speech concepts)and to balance these concepts againstclaims

of information ownership.. Not-only: will-multimedia companie‘s :(and:their legal-staff)

' be.neguirede to-become familiar. with the:applicable intellectual property:laws; .but also

the: traditions: that: have:evolved ‘in.licensing-in.the areas.of music; text-audio,
photographs, movies, and videos, and also privacy. Iaws;;protgctingz;persons:from;t_he
commercial- ex-ploi-tation of their imagesf and"likeness wi__‘f-hqut--‘t-he_ir;, consent, and-also

the; entertamment industry: and union. practlces

This paper will focus on a discussion of ownership concepts of information.

However, it sh_o_uld_; be -understood: ‘,that ~,these;;own,er_s:h_z,p;.concepts will need to be

'as the ready aqcessgto;,‘-mu_l_tlme,dta |.n:formatgpn;. by,mstg_t_utaons_ such.as hospitals,

- libraries, schools.

First, we need to understand the meaning of.the: ownership of.information.

Ownership consists -of a bundle of property. rights.recognized: by law:involving the

‘rights concerning: (1) copying (_rep roduction), (2).using (as.determined by the o'wner),

(3) disclosing (to disclose or keep secret), {4) exploiting (commercial benefits), (5).

accessing: {regulate access), and (6} modifying.{maintenance.of integrity). These
property rights involve the:right t'Oi_:ex_Clud_e'.O'Ih_e,rS_‘f_er‘such;p_roperty’; to obtain relief

for damages to the property, the exclusive right fo,:c_r-_ansferf;thg;pc.operty, and the right

~~to-use the-property to-suit the-owners-needs texclusionaryright):In-addition to-the——~~
—-exclusionary property rights, there are also the accompanying rights to exploit and

derive benefits (pro-active rights). The transfer property rights are unique for such
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intahgib'_les inthat the information can-be transferred without giving the ownership to

'suchzinforrr'ration.' | C : X , ‘
~-.In‘the United States, property rights concentrate:on prerequisites associated

with: the information. - . ‘ , _

For example:

:=.Trade Secrets,: which: impact:use -and -diﬁscios-u*r'ef"-‘right’s,i‘e involve ‘the

prerequisites of secrecy, competitive value, and m|sapproprlatlon or

breach of confzdentlalxty

Copyrights;. f=’Wh‘iCh__f'-rimpa”c‘f”ﬂcdpy.?:—fan,d,-:af in_t'egif‘ify“- rights,  involve the

prerequisites of creativity, fixed in a tangible medium, and copymg of the

expression (not facts or 1deas)

... Patents, which:impact: use, copy, ah‘d-'ﬁexploitati‘on'f?r-i_gh'ts'-, involve the
v prerequisites: of ‘new, novel, useful,” and infringement:of the'patent

oclaimsi

- Privacy Laws; whichimpact:disclosure; tise; exploitation and integrity;

- -include: the prerequisites: of personal-autonomy, no or little news value,

and the violation of expectations of privacy:(the rights to'be left alone).

-« Criminal: and Communication ‘Law.: which: impact : access; use, and

1 lintegrity. rights, "include the prerequisites .of:location within:a zone of
 protection, 'secrecy, and trespass:by: tampermg, interference, damage

:.;_.'and unauthorized access or’ lnterceptuon

Ea prereqwsntes of use; nondescnptnveness, nongener:c secondary meamng,

SYrattimest reglstration and confus:on ‘of thepublic:
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-After one masters the maize of. property rights, the. next-challenge: is: to

determine if the information is in the public domain, and, if not, who is the owner, or

owners, of all.of these property rights. Aninteresting additional issue isthat.even if

the information is in the public domain, the use of its title can create trademark liability
if the title acquires secondary meaning.
| As will be seen, the advent of multimedia will present a variety of challenges

and opportunities to those that will be involved in this emergzng business.

ll. PROTECTIVE RIGHTS
A, SUBJECT EXPRESSION OF MULTIMEDIA WORKS: = -« -
1. Definition of Multimedia

. _:-!t- is difficult -to. accurately define . 'multimedia."*’ Decomposed into its
components parts and, analyzed, the.w_ord would seem to encompass any mixture of
two or more media. A definition as expansive as this would include:a:coordinated slide
'show and analog tape recorded éu_dio sequence. For the purposes of thie paper, it will
mean-a mixture -of-any- digitally ‘stored traditional ‘works:such ‘as text, audio, still
images and motion:picture 'sequences,-a'll-.zcontro!l:ed _by-na-.computer_zprogram and the
~ underlying hardware:platform. - - |
There is an important distinction between multimedia and traditional varieties
of software. The pri‘mar‘vw value of traditional 'S.Q.f;twa-tef.l.i;e.s in its. ability to manipulate
information supplied by the user, as.in'the caseof spreadsheets and.word processors.
- Wi,th‘mu!ti_me_dia softwa;e, however; a significant element of its value lies in the very
information it contains, large amount:of which are stored on:.a medium such as

CD-ROM and experienced by the user as images and sounds. This similarity to books,

T S e e

- ‘Sony president Norio- Ohga is-quoted-as-saying; "What is' multimedia? in newspapers and magazmes the word appears
everywhere - but there's no concerted idea as to what it is.” Tren J. Griffin, The Impact of Broadband Network on Multimedia
© .Royalties, Content Ownership and.the National Information Infrestructure, in THE MULTIMEDIA-LAW INSTITUTE 20 (1934).
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movies and songs is evidenced by the fact that multimedia programs are referred to

- generically as "multimedia titles" or just "titles."”

2 ‘Ease of Copying -

~Inherent:in-the fixation of the various-subject works in:a digital medium is.the
factthatitre n"_derathezWorks:easin reproduced; modified and transmitted; Products
such-as "QuickTime" forthe Apple Macintosh’s operating _s"y’st'em,l!“Pho't'os'hop?'-ifrom
Adobe and Kodak's "Photo-CD" all provide users with theability fo manipulate digitally
stored media. Combine this ease of copying with the high revenues? that are at stake

and it is clear why the subject of multimedia protéct-ion':_'ha"s.ﬁb'ect;\me a topic of such

- high interest.

In-addition to the economic. concerns are the ‘ownership concerns’ of the

creators -of  the . works: which comprise “the = various “titles.

' Licensing of the underlying works not only creates revenue for-the artists ‘but also

addresses: attribution of 'the ‘artist as creator. The Vistial-Artists Rights. Act® is the

' means by which the rights: of attribution and integrity* are statutorily protected:in'the

United States. The Act is: likely of little value to:those :whose work 'is-_‘ digitized -and

~used-in-a-multimedia-work, NOWeVer :® =i e @ Pl il i i e

2 The Information Workstation Group projects that multimedia entertainment revenues will account for $9.1Bin the calendar
year 1998, Craig W. Harding, Parameters of Current and Future Multimedia, in THE MULTIMEDIA LAW INSTITUTE 2 (1994). It
is relatively easy to project a woildwide market {for interactive broadband multimedia of] $500 billion by the year 2000.™ Tren
J. Griffin, The Impact of Broadband Network on Multimedia Raya!rles Can tent Ownarshlp and rhe Nar!onal Information

i lnfrasrructure, in THE MULTIMEDIA LAW INSTITUTE 34 % 994)

17 U.S.C.S. $ 106A (Law. Co-op. Supp. 1924}, .

. ”f]'hq' pf_e'.sidén:t,'o_f'g wireless cable programming service and provider of vides cable programming in New York ssid many
current copyright holders are concerned about the ease with which their work can be digitized, altered and reproduced. Ha: went
on to say that many are not against slightly altering licensed work, but they would object to an application developer’s claim to
ownership of an alteration of their image. Heather Clancy and Diana Hwang, Standard muftimedia_licanse plan soughr by

.. developers, trads group; inability to address copyright holders’ rights hinders canvergence efforrs COMPUTER RESELLER NEWS,
May 23. 1994 83 e

17 u.s. C 101 defines 8 work of visual art as a pamtmg, drawmg, prmt or scu]pture. exlstlng |n a smgle copy, in a limited
adition of 200 copies or fewer that dre signed and consecuuvely fimberad bv the authoer;'or,in the case of a sculpture, in multiple
cast, carved, or fabricated sculptures of 200 or fewer that are consecutively numbered by the author and bear the signhature or

- -other identifying mark of -the autho(. 217 U.S.C.5. 5§ 107 {Law. Co-op. Supp. 1984}, .The protection does. not extend .to...
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3. Copyrights/Varieties of ‘Subject Matter-and Associated-Rights .:

in the United States, copyright law provides the majority of the protection for
the works of the various types which comprise multimedia titles. In general, the
exclusive rights afforded under copyright are reproduction, adaptation, distribution,
performance and display, with.the rights of attribution and integrity arising-under the
Visual-Artists Rights‘--Act-ﬁ,in.yery---parti.éuiar circumstances: :'D_ue"':to: drifferen'ces'*inith‘é
ways in.which varieties-of»-workéare created; rec’ord_.ed-»ahd;copied, the particulars "of
copyright:law. vary among: the:various types-of works.:

«a..-Literary works

~"Literary works" are defined as "works, other than audiovisual works; expressed
in words, numbers, or other verbal or numerical symbols:or indicia, regardless of:ithe

nature of the material objects, such as books, periodicals; manuscripts, phenorecords;

tapes, film, discs, or.-cards, in.which they ‘are -embodied."? For: purposes.'of

understanding what:is: protected by the law, it is: worthwhile to note the distinction
betweén the work and-its embodiment. As stated in Nimmer on:Copyright: "A 'book’
is not a work of authorship, but is a particular kind of 'copy.” Instead; the author may
write a "litérary work," which in turn can be embodied in a wide range of 'copies’ and
"phoﬁorecofds :ncludmg books perlodlcals computer punch cards, r_nicrofilm tape
' recordmgs, and so forth.' n8: . N ' SR

" 'What the copynght faw’ refers 10 as a hterary works the multnmedla pubhsher

"reproductian, dep[ctlon, portrayal, or other use™ in any of a number of varieties, one of which is slectronic publication. 17
U.S.C.5. '8 106A (Lew. Co—op Supp 1984} As such the moral rlghts of amsts only extend to the actua] onglnal works not
reproductmns thereof : -

. 280 supra notes 3-'5.%!'91 accompanying text. . . . .

717 u.s.C.S. §101 (Law. Co-op. 1978).

81 DAVID.NIMMER AND MELVILLE B, NIMMER, NIMMER ON COPYRIGHT 32,04, (1994} [hereinafter NIMMER],
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likely refers to-as:text. This would: address the text portion-of a "book™ which; in-ts

multimedia form, is accompanied by still pictures, video, or audio.
~b. Audiovisual works

- Audiovisual works .are :defined as: works"that consist of aseries of -related
images-which are intrinsically intended to be shown by .the use of machines:or.devices
such as .-projecjt-or.s,--. viewers; -or:electronic equipment;: together 'with: accompanying
sounds, if any, regardless-of the nature of the:-material objects, :such:as films or:itapes,
in which the works are embodied.? - -

~Clearly; this is the -dat-egory_ __'wh_i.chnw:ould :apply . 1o the :protection of many
*r_-n,ultimed.‘i_a'-titles themselves. As long as:the title :ihctu_ded {1} images, which:were (2)
related and presented in-a-series and-(3) were capableof being:shownby.a mu‘l'time,dia
- capable computér, it would fall under this heading. The series of images need not
impart an impression of r_noti'o'n.”’ A series of individual stillimages will suffice as long
as they satisfy {2) and (3} above." It is of interest to note that the sound track of a
| motion picture-is protected:by-the motion picture.copyright,'2 =
- Some existing:/multimedia titles use digitized motion pictureiimages, some from
- -historical footage.® -_.‘Curfre nttechno lb__g-y: aliows images:to:-be-manipulated:in order.to

fit the needs of the title, be it informational, entertainment, or an interactive game.'*

917 us.c.s. § 101 (Law. Co-op. 1978).

'10Motion ‘pictures are-defined as "audiovisual works consisting of .a. series -of related images: which, “when 'shown in
succession, impart animpression of motion, together with-accompanying sounds;:if anv-.-"_"1 7:U:8.C.5. 5101 (Law:. Co:0p:1978}.

1-_1588 1 NIMMER § 2.09[B] (1994) in which a slide show Is given as an example of an audiovisual work. -

1 21 NIMMER §2,091E) (1994); -

130féig W. Harding, Paramsters of Current and Future Muitimedia, in THE MULTIMEDIA LAW INSTITUTE 4 (1 994).

14
As an example, Spectrum HoloByte's Crisis in the Krem!m, a strategy game based an the former Sowet Unlon features
..digitized news. footage of the.attempted coup d’etat to lliustrate the action in the game/d:; : T
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Segments of motion pictures have also beenused as part of multimedia game titles.®

c. Image

_ According to U.S. copyright law, "'[plictorial, graphic, and sculptural works'
include twoe-dimensional and three-dimensional works of fine, graphic; and applied art,
‘photographs, printsand art reproductions; maps, globes, charts, diagrams, models and
technical drawings, including architectura!:plans;-‘-’:‘-‘?“ Note that this is‘not:written as an
exclusive list, but as a series.of examples of protected types: of works."

The images which find their way into a multimedia title-may originate as any of

‘a:range of possible media, such as photographs, drawings, paintings, ‘computer
.generated images, etc. The rights associated with the work-may-vary’ significantly

depending upon which.of these orother categories the work falls'into.. .« 7

cogne o dy,Sound recordings o

Sound recordings are defined as."works that result from the fixation.of a series -
-of -musical, spoken;-or: che'r.-sound's,:ibut-: not.including the sounds acc'om‘p'ahying a
~motion: picture 'or. other:audiovisual work,: re‘gérdles-s- of the nature of-the material
objects, such as discs, tapes, or.other'phonorecords; in ‘which they are’
embodied.® ' |

Curiously, only sound recordings which were fixed in a phonorecord of some

sort on or after February 15, 1972, are protected under federal COpyright"law.‘?ThOSe .

o -Demolition Man from-Virgin Games uses digitized images of Sylvester Stallone‘in a number of different scenes. /d. The .
larger media interests are-establishing "interactive divisions™ which operate alongside the traditional:movie and record divisions,
to immadiately recast analog content into interactive, digital form. /d. at 15.

1817 Us.C.S. § 101 (Law. Co-op. Supp. 1994).

171 NIMMER 5 2.08 n.2 {1994),

18 17 us.c.5. § 101 (Law. Co-op. Supp. 1978)

191 NIMMER § 2.100al1] (1884).. . . : .
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'or ‘synchironized with still or motion pictures.

which pre-date protection under federal law may find protection under state law,

however.?°

Authors, or claimants through authors, are the natural owners of the rights

under copyright faw. 2" A claim of authorship r'equifé’s'd_rigina'l' contribution.?? This does

" not'lead to Eleiéi‘*b\?\'vhe’r"s'hib"ih""the”c':’é'sée of motion pictlres and :s:o'ufhd"r'ééoFdi’Hg‘s"“,"-i'n
which'it is often the case that the final'work" |s ‘the result’ of the" contnbunons of a

number of different people performmg different tasks?

I a‘multimedia ‘work,’ musnc may be used in'a number of s;tuations Tt may be

a dlstractmg filler while the program retrieves mformataon from the storage medlum

e. Musical works

"Musical work" is not explicitly addressed in the definitions section of Title 17.%*

Such works receive copyright protection provided they are “fixed ina tangible medium

of expression."? Regardless of the medium in which the Work is fixed, it is no longer
nécessary that such medium be visibly'intelligible 2* The important distinction hére is
~the fact that this right goes to the music itself, not to’a recording of a particular

performance “of music. This right i thus not circumvented by fixing ‘an’ original

ld Accordmg to Nimmer, recordings fixed before Februarv 15 1972 receive wide protectlon under state law. The state
court decisions’ grantmg protectlon often do not'mention "common’ law copynght but instead based the protectlon ‘either upon
‘a_n_a_ssar__ted property right,” or upon a theory of unfair competition. /d, at 2.101b1(2] - -

211 NIMMER § 2.10[a][3] (1994).

22y
2 g

2447 U.S.C.S. § 101 {Law. Co-op. 1978 and Supp. 1994).
25
17 U.S.C.S. 102{a} (Law. Ca-op. Supp. 1978).

264 NIMMER 5 2.05[A].(1994). .
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' recording of a protected musical work... .
4. Implications of Mixture of Media and Associated Rights

... -The fundamental features. of muitimedia create copyright complications. The
fact that it encompasses multiple source materials, each.carrying with it a particular
_collection of rights which may be peculiar.to.that type.of work, renders complex the

determination of copyright ownership.of amultimedia title. Further, the users’ inherent

ability to change the source materials creates complications.in determining copyright

;--QW‘,’??"SN p._??_.'r‘he publisher of.a multimedia title.must.be.careful to.grant.only those
rights with respect to the underlying material that it has received a.license-or other

authorization from the original owners.?®
5. Rights Protected

The copynght owner of a multlmed:a tltle has the r:ght 10 control its dlStl‘lbUtlon
| _:The d:stnbut:on right, however, is limited by the first; sale doctrine.Under the first-sale
[doctrine, once the copyright owner has sold-a unit of the.work, the owner.no longer
hasany cg_ntrpl__py_er.(_J__;_,:in.t_e(erst ii__n: that unit's further distrib gtio n. By way of analogy,
.acopy. O-f;? b_oq!s':'-pu.rch,a_sed,,fr,om.the. copyright owner can ,bé sol.d,-r.en.t.._ed:,qr--.othecwi,s,e
distributed Without violating the copyright owner's'rights.zg |

Music recordings and computer programs are treated somewhat dn‘ferently,
f}however The 1984 Record Rental Amendment30 proh:blts rent:ng, !easmg or lending

of records by purchasers, and applles to CDs "The Computer Software Rental

Dawd L. Gersh and Jeffrey Sheri, Structuring the Multimedia Deal: Legal Issuss - Licensing in rhe multimedia &rena; part
1. LASERDISK PROFESSIONAL, Mar, 1993, at 36,

Dawd L. Gersh and Jeffrey Sheri, Structuring the Multimedia Deal: Licensing in the multimedia arena, !.ega! Issuas, part oo

2, LASERDISK PROFESSIONAL, May 1993, at 108.

a,

39 5.¢.5. § 109 (B)N(A) (Law. Co-op. Supp. 1994).
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Amendment® enacted in 1990 creates analogous restrictions with regard to'computer

program ‘rental. A multimedia title “would likely’ fall. under the Copyright Act's

definition®*? of computer program. - | |
The repr_oducti_on right is:meant to prevent.unauthorized copying."A'copy need

not be exact-to be infringing, however. As Mssrs.'Nimmer-have stated, =57

.. Aslongas the defendant's. work is substantially similar:to that of the plaintiff's
- {and is:the product of eopyring rather than independent effort), it.will constitute
- an infringement of the plaintiff's protected "'express'ienj "“The legal maximof:de

-~ minimis ‘non-curat: lex applies tocopyright "actions no less~than ‘toother

“branches of the law.?3

Conse_quently, as a threshold to substantial similarity, more than-simply a:de minimis
fragment must be copied. -

The determination of what satisfies the de minimis. requirement is, not
surprisingly, a difficult matter. It has particular application to the subject of multimedia
titles, which may. reproduce small portions of many works. The question then arises
as to thessituationin which:a title publisher literally copies non-comprehensive portions
——of-a-copyright protected -werk:-the overall str-uetur‘ei or theme of the. original:is:not
copied, but a relatively short sequence of music or text is reproduced _

There Is no. ready answer. to the questlon as to where the hne 1s crossed from
de mmlmrs copylng to substantlai S|mtlar|ty Rules of thumb are Ieg:on in the pubhshrng

ranks but they cannot be rehed upon m the courtroom As N:mmer states, "[t]he

31 us.cs. § 109 (b)((A} {Law. Co-op. Supp. 1994).

Cnmputer program is defined as "a set of statements or instructions to be used directly or mdlrectly ina computer in
order to bring about a certain result.” 17 U.8.C.5. § 101 {Law, Co-op. Supp. 1994).

"33, NIMMER § 8.01 [g] (1994).

aa_thg.‘following. is-a list.used by one publisher.as general guidelines. regarding the de minimis limit. .

Prose quotations of more than 300 words from a scholarly baok. {If a source is quoted several times for a total of 300
"... words or more, permission must be obtained.); Prose quotations of rriore than 150 words:from a popular, generalmarket. . ...
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superstition among many musicians that the copying of three bars.from a musical

work can-never constitute an infringement is, of course, without foundation."® The

amount of copying is not the only analysis, as the significance of the copied portion
is also considered.*® The type of .work which was allegedly copied also affects the
determination, with commercial documents likely requiring more significant copying
“than artistic works to surpass the de minimis level.?’

s Further: complicating -the situation is ‘the fact that the determination of de
minimis vs. substantial copying is often confused with the "amount and substantiality”

element of the fair use®® defense. The two shouid be kept distinct; with the substantial

similarity ana-lysis used to determine if. the copy-satisfies the threshold requirement of

infringement. The fair use analysis should be reserved for: instances - when the
substantial similarity is éstablished, but other features of the copying may render the

copying:-non-actionable 3% .. -
- 6. Fair Use -

- The fair use statute*® permits: others to use copyrighted works for certain

limited pufp.oses without. the express ‘permission ..of. the copyright: owner. The

enumerated purposes ‘are "criticism, comment, news. reporting, teaching (including

- book; Prose quotations of more than'50 words from a scholatly journal; Quatatians of micre than 2 lines of poetry or

- lyries; Quotations of more than 1 sentence from a popular magazine or newspaper; Quotations of any length fromletters

" .or ‘othar personal- communications, interviews, qusstionnaires; speeches, unpublished d:ssertatlons, and: radio’ or
television broadcests. llustrations — including drawings, graphs, diagrams, charts, maps, artwork, and photographs -
created by someone alse; Music examples of more than 4 measures; Tables compiled by someone else." :
Terry Carroll, Copyright-FAQ/part 2, ava:lable via anenymous ftp from rtfm mit edu

35, NIMMER §13.03(al(2](1994)

36,

371,

3847 Us.C.S. § 107 (Law. Co-op; 1978 and Supp. 1994).
Btor a thorough discussion of the distinction between the t"wo-analy‘s'es‘,' see 2 NIM'MER”'i '13.03[a} .121“'("!:994)..' '

%47 u.s.c.5. § 107 (Law. Co-op, 1978 and Supp. 1894). .




multiple copies for classro6m use), 'scholarship; of research.”*' “Four factdrs are

considered in‘a balancing test to determine if'a particular use is fair. These are:

(1) the purpose and character of the use, including whether such usé is of a
commercial nature or is for nonprofit educational purposes; (2} the n'ature_of the
‘copyrighted” work; (3) the amount and substantiality of the portion used in-

relatlon to the copyrighted work’ as a ‘Whole; and 14y the -effect of the use upon

‘the’ potent:al market for or value ‘of the copyrtghted work: %

" Commefcial use tends to-weigh heavily against a finding of fair Use. It is not an
absolute bar; however, and must be'considered in context. Publishers of academic
textbooks have successfully asserted a fair use defense, even though they clearly
represent for-profit concerns.“__As a multimedia example, Microsoft claims that it is
- a fair use to copy an image of Michael Jordan dunking'a‘basketball for use in its
Encarta encyclopedia, but to use a portion of the music from the movie The Towering
" Inféfno ‘on the’ mu!tlmedla ‘title Cinemania, the corporat:on had to’ go through a
comphcated permission request process.* - e -

“As an additional comphcatlon publishers are concerned that the elimination of

-----t—he-reqmrementof a co-pyrlghtnotxce on protected works makesrat-har—der-to determlne o

4117 U.5.C.5. § 107 (Law. Co-op. 1978 and Supp. 1994).
42 ' '
17 U.5.C.5. § 107 (Law. Co-op. 1878).

Some Eoltts have' stated that commercnal use creates a presumptmn of unfairness Others have used lt asa consu‘leratlon

in"the overall balanclng ‘When a use’is has both commercial and educational/news repomng eiemems, the outco e of the

balancing tast may be difficult to predicty Seé generally, 3 NIMMER§13,05[A] {11 {a] < (61 (199%4):

Don Stmnberg, Hey! We're bemg sued for copynghr mfrmgemenr Is yaur company pracrfc:mg safe muirrmed.va? Some .
tips for staying within the Iaw, INFOWORLD, Mar. 14, 1994 at 54.

45,
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no less so for the courts than. for information industry. participants.*®
. Bruce Lehman, current commissioner of the U.S. Patent and Trademark Office,
made an interesting comment in reference to the National Information infrastructure

(NII) and fair use:

In an _ele_ctro.ni_c environment,. is fair- use as necessary as it was in a
'_,_‘non electromc envzronment? In other words, with photocopylng, which is the
primary concern of the guidelines accompanying. the 1976 Copyright Act,

there's really no way to kind of give permission very easny for photocopying.

... Onthe other hand, in an electronic environment, at least in theory, one.can give.

. permission_ at very low _cosﬂt,__‘-_p_resqmably,, for use of the work; for any

. downloading, for any access.to it.” .

. 2. Trademarks,

A trademark is a.word, phase symbol that through use :dent:fles the source of
the goods with which it is'used. A word:or phrase that descrlbes text must have a
" -§_epqpq§ry meaning before trademark protection.is provided. Secondary meaning is
acquired when the.descriptive word or phrase has been used to such an extent.{i.e:;
widespread exposure) that.consumers associate the word or phrase with the text..

Traditionally, U.S. courts have declined to protect a title of single works as a
- trademark because titles were considered as being merely descriptive of the work. In
eddition, the U.S. Patent & Trademark Office takes the position that a title of a single
work is generic and unregisterable, even upon a showmg of secondary meaning 48 'On

the other hand a name or phrase of a series of works may ‘be regssterable by the U.

‘ F've of tha Ieadmg tair use cases were reversed at every stage of review. The United:States Supreme Court split 44 in
lts f rst two fair usa cases and decnded the Iandmark Sony sass by a 5-4 vote Pierre N Leval, Toward & Fa.u' Use Standard, 103
HAHV L., REV .1105.. n 9 (1930). :f:_:-'_ S . . .

— S

Tren J. Gritfin, The impact of Broadband Network on. Multimedia Royalties, Content Ownershfp and the. National
Infarm&tion Infrastructure in THE MULTIMEDIA LAW INSTITUTE 54 (1994} _ Lo

48'I"naldemark Manual of Examining Procedures, Section 1202,
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S. Patent & Trademark Office.if the name or-phrase.ofieach work:from the series
. comes from the same source and. is not descriptiveofiany one work. ‘Some CD
- developeré may side-step the issue by registering: the “title. as. software for
“entertainment. However, such registration may, be subject to challenge. -

- . Onthe other hand, it should be understoodthat even:without registration, titles
 may become protectable as trademarks once secondary meaning is established.  This
- is-because U.S. trademark rights are based on-use.and not.registration.: Secondary .

- meaning in-a work could:acquire ',t‘rédemark_.rights in:the titlevonce the work: is

- . distributed:on-a: fairly widespread basis. v i s s

worodncoMaljack ' Productions Inc: v Goodtimes' :Home:Video: Cocp;?‘?,:: the -court
acknowledgedithatalthoughthe bookwas in:_t_he _p_ubii‘crdomainz,'the'title, MMeclintock,"
thqu‘ghrnot?registered-as;a trademark, could be protected:under.Section 43{a) of the
| U:S. Lanham Act provided that it acquired:a secondary meaningso as to-confusethe
public-asto.the source of:the work. :‘However; the court' granted.a summary-judgment
B motion-of trademark non-infringement to the defendant Goodtiime: The-court cited G
 and C Merriam Co. v Syndicate Publishing Co.%° where ‘the name "Webster" did not
- have trademark protection for dictionaries in the public domain. However the Supreme
Court emphasized that the use of the title cannot deceive.the public and the use of the
“name "Webster" must be accompanied with sufficient indicators to identify the actual
- source:of the worke oo mly oo o sl e ey e '
oo cAsinthe case of titles; other elements such as characters, names, nicknames,
‘ingluding physical: features. and: cestumes may. possibly:in. a:similar manner::be

' tprote_ct}ed under-Sec. 43(a) of the:U.S; Lanham Act, + =

© B. RIGHT QF PRIVACY =~ =

This right is based on a social. concept that there exists a personal right-to be

4930 usPa 2d 1959.

50937 US 618 (1915).
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"leftalone”. Certainfacts about an individual are so recognizablyrelated to a person's
private life that such person:should have the right to' decide who recei"ves the benefit
or use - of these private facts.5! - | '

Although theright of privacy grew out of.case law, today most privacy laws a:re
statutory. Privacy rights create a property interest’in the private information, while an
invasion of personality issues-constitute a tort.>?: ' While :I.ike trade secrets,  the claim
~ of privacy asserts the right to control.access 10 the use ‘of personal information.
However, unlike trade secrets, privacy partially hinges on -how Widely'_.the facts are
known and instead focuses on the invas'ion of expectations of privacy (i.e., the type
6;f,:information-and h'ow specifically it is related to-an individual). The:right of privacy
lies in the nature of the/interest protected, i.e., the right to be left alone. : _

Asto a truthful disclosure of facts, thereis a balancing:issue betweentherights
of .the:individual and the right of -the society. to iriforrhation *(embarrassiné ifacts
- heightens privacy and rights of privacy butweigh news vaiue). .In.situations.wherékthe :
informationis-determinedto be newsworthy, oriimpacts public figures orissues,:public
interest tends to be_.predominént-.' ' | .

- C." RIGHT OF PUBLICITY

The right of publicity is the right to _con_troll the exploitation of a name-.or
likeness of an individual for commercial purpose. Advertising is oftenthe commercial
aspect involved that is linked to special attributes of the person involved. The right
ris not absolute, rather it is hinged upon a distinctive and sufficiently recognizable
image that creates an implication of ownership; This right does not apply to editorial,

education and similar situations that do not rely on the value of the personal image. *

R Nlmmer Defi nlg Copyrights and other nghts and Remedles Wha s Entrrled ta Whar in ths Mummadra Marketplace?

UTHE MULTIMEDIA LAW INSTITUTE 18 11994)

52,1 at 20.

5314, at 23-24,
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- D._CRIMINAL'LAW -

“Today most ‘states treat computer systems as ‘a protected location and
computer data as protected property:> ‘The statutes create a crime analogous to
trespass, but require .no physical invasion of protected 'space.®®" - '

< The U.8. Communications Privacy Act prohibits the unauthorized interruption
of electronic .communications. other than those readily  accessible to ‘the. general

public.%® .

* ~E:2 WRONGFUL EXTRACTION OF DATA ¥ iiih o0 2t i fo il

Data is not protected by copyright law since copyright protects only expression,
requiring originality. An’ unonglna[ and untailored compltatlon of: data willnot meet the
- _copynght standards;” SR |
e ~0n- the other hand, the" law of m:sapproprlatlon may apply to the: wrongfui
f‘éXtractlon:rof ‘data (i.e. one is entitled to the protection-of the-fruits of one's own

~labor). -

1. MULTIMEDIA COMPUTER PROGRAMS

A. SOFTWARE PATENTS RIS AT
1. Software Patents in General

Software patents are'a controverssal issue, As evndence of thlS |s the palr of

;. pubhc meetlngs Wthh Commlssmner Lehman held earher thIS year for the sole purpose

544 at 14, o _ ' L T
55 Amercan Computer Trust Leasing v Jack Farrell Implement Co., 1991 WL 46, 502 {D Minn, 1991).

5648 u.s.C. §2511 (g} fi).
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of discussing software patents. The views presented varied.widely from continuing in
the current direction with an improvement in the prior art database, to suggestions
that software be considered -non-statutory subject matter.-Regardless of individual
views, the number of software patents filed and issued continues to grow.% - -
Some of the industry participants who are interested in-advancing the cause of
software patents have taken a step toward creating.a prior.art.database. This group,
inciuding Apple Computer, IBM; Microsbft, Digital Equipment and Lotus Development,
have formed the Software Patent Institute. The organization, affiliated with the
University of Michigan, has since March 1994 made available to the PTO a collection
of software inventions that apparently contains 'gpp:rox;im:a_té_ly:_ 10,000 records from
computer science reference works, articles and-manuals which are not currently
available online.%® : |
:=:Members of the multimedia industry.are receiving patents directed to.improved
or specialized versions of multimedia components or to new combinations of them:* -
| EA';recentIy;-issued Compuadd Corporation patent entitled: "Multimedia. Computing and
Telecommunications--Workstation" 'addresses a; workstation.: for :receiving. and
intermixing television, radio, and data/fax/voice information and displaying a desired
combination of the inforrhation to a user.?® For the sake of categorization, it appears
that multimedia patents are falling into four-;_'m_a,in_;:gwr‘oup_'s:_-:_7] ):Computer:architecture, .
2} iInformation linking and retrieval techniques, 3) Data compiession, and 4)

Telecommunications.®!

5-]"Last year, an estimatesd 8,400 software patent applications were filed, and about 3,600 were issued last year from filings

in previous years. By one prediction, approximately 4,000 software patents will be issued in 1994." Walter A. Effross, Software-
‘Patent Policy: No Fakes, No.Surprises, NEW JERSEY LAW JOURNAL, July 25, 1924 at supp, 17.(citing Simson L: Garfinkel, _
ParentiyAbsurd WlRED Ju!y 1994 at 106).

58, Id. (citing Tharesa Riordan, Acrion Was Preliminary On a Disputed Patent, N.Y, TIMES, March 30,7 1294 at D7).

Scott M. Alter, Getting the Right Arsena! How ra Obtam ana’ Use Patents Effecr:vely in rhe Mult.rmed.va Arena, m THE

”"""""‘:MULTIMEDEA LAWINSTITUTE 37(1994)."

80,4,

511,
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- “The recent Alappat®? decision probably bolsters the case for'software patenits.

“in that case, the Court of Appeals for the Federal Circuit held that digital electronics

executing a' program t6 perform anti-aliasing on arasterizing display was not simply
a process claim of ‘a mere algorithm or formula, but & statutory machine

~ In addition to fitting software into the current patent system; there are currently

moves afoot to’ alter the U.S."patent systemi to allow pre-issue publication, which

- many feel'would help to reduce the number of obvious software patentsissued. Also;

‘Comrissioner Lehman is‘considering allowing multiple parties to jointly seek patent
reexamination, instead of independently bearing the $2,550 fee.®* 'The PTO is"also
trying to- expand its expertise; in ‘part ‘by starting nine-computer scientists on a

‘two-year apprenticeship with the PTO to:assist examiners in évaldatirig’ software

‘patent ‘applications.®®

' av Specific Examples

On Aug. 31, 1993, nearly four years after the application date, the PTO granted
patent number 5,241,671 (the 671 patent) for'a “multimedia Search System Using -
A Plurality of Entry Path Means Which Indicate Inter-relatedness of Information.”
‘Compton's New Media, the patent assignee, announced the patent on Nov. 16, 1993,
at @ press conférence held at the ' COMDEX computer and eléétronics trade show in
Las Vegas. Compton's stated that it would begin licensing those who wished to make
_,use of their lnvention for royalties |n the area of one percent L

O"y:Dec 14, 1993, PTO com‘mlssmner Bruce.Lehman ordered a reexamination

%210 re Alappat, 31 U.5.P.0.2d 1546 (Fed. Cir. 1994).
63,4. st 1557-58.

Wa]tar A. Effross, Software-Patent Policy: No Fakes, No Surprises, NEW JERSEY LAW JOURNAL, July 25, 1994 at supp.

e T eiting Bill Loveless; Lehman-May quuesr Authority-to Publrsh Patent. Applicatlans, FEDERALTECHNOLOGY REPORT .Y | S
14 1983, at 3). ' :

"%/ Giting $abra Chartand, Softwere Examiners Begin Training, N.Y. TIMES, July 4, 1894, at36). " *"

88 ranya Pobuda, Compton's lays claim to multimedia, COMPUTER DEALER NEWS, Dacériber 13;.1993, 8t 1.0 = 1%
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of the '671 patent after determining that prior art literature raised a substantial new

question of ;patentability. The PTO cited one patent application, three patents, three

technical papers, four books;, and a software. advertisement®’  as evidence that

elements of the patent had been available or obvious to those skilled in the art one
year before the file date. - L | ‘

| The PTO -determined on March 24, 1994 that all 41 claims of 671 were
- unpatentable due 1o obviousness. On June 23, Comptonts, fl_!ed_ a 52-page response
with the PTO, asserting the validity of most of the original claims, The PTO'shouI.d
respond bv the end of September 1994. % '

-The.Compton's saga is not yet over, as it remains 1o be seen how. much, if any,
ofthe original patent survives. Perhapsthe lesson to be learned is that-the PTO needs
to work hard to catch up with the rapidly advancing state of computer software
V. technology. Commissioner Lehman is taking proactive steps® to remedy the situation.
Unfortunately, neither the advance of technology-or-the flow of patents™ will abate

to allow the PTO to catch up.
... 2:. Software Copyrights. -

Copyright ',-h-as-_ ‘been the: traditional. method.of choice for the protection.of

-software. This is:due at least:in part to the fact that.it.can be expressed as a sequence

87 he materials included: handbooks ahd 4 developers’ guide to'Apple Computer's HyperCard system revealed'a computer
‘saarch system. mctudmg stonng and interrelating textual and graphlcal informatian’ similar to that of the "671 patent. A user's
guide to the word proceassing program’ WordPerfest discussed: spell checkmg and thesaurus look-up Tachnical papers presented
at conferences discussed searching methods similar to those of the '671 patent that had baan applled to a mad:cal handbook and
to a dictionary and thesaurus.

'Watter A. Effross, Software-Patent Policy: No Fakes, No Surpnses NEW JERSEY LAW JOURNAL July 25 1994 at supp
17.

88y

89506 supra notes 65,66 ‘and-accompanying text,.

"Another patent for “on-screen”. menu systems is. owned by StarSight Telecast, Inc. and infringemant Iltlgatwn relating

to this second important mulfimedia patent has already commenced. The scope of this patent is also very broad.” Tten J. Griffin,
The Impaect of Broadband Network on Multimedia Royalt.res, Con tent Ownersh.vp and the Narronai lnformat;on Infrasrructure, in
THE MULTIMEDIA LAW INSTITUTE 52 (1894). . : L SN B SR L
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of inetructions which the author/programmer can express-on: paper, the traditional
medium of expression for traditional works of authorship. Protection of software by
copyright extends not only.to the literal program expressed in source code or obj-ect
code; but:also-to non-literal elements. - '

~The dividing line between the protected and unprotected elements aligns with
~ the distinction between idea and expression. One of the fundamental: tenets of
copyright law: is the: distinction between expression, which is protected, and ideas,
‘which are not: One of the biggest:problems cour_tshave faced with-regard to.copyright
_protection of software is the determination of which:features of a.program fall on the

.idea -side-and which representexpreésion".; '
- B. SOFTWARE TRADE SECRETS" -

-+ Trade:secret protection, which:-has:its basis in state‘law, can be-usedto-some |
extent to protect software.”? This would most likely be used-in the case in‘which
software is distributed in object form (machine readable zeros and ones), while the
human readable scurce code can be kept secret.” .

in this regard, rights under trade secret could exist concurrently with copyright
protection, which,:in ‘the case of 'software, requires‘a:pu bl,iea‘tidn;_ of only'a short
~portion of the source code. In regard to Complementary protection by patent, trade
secret can be of use during the pendency of the application, during which the contents
of the application are kept secret by the federal government Upon 1ssuance, of

~ course, the patent |s made pubhc.

716‘99 Computer Assaciates Intematiaqaf v. Altai, Inc., 982 F.IZ& 693 {2d C?r. 1992). . ' R

.../ “The UTSA requiresinformation that:({i) derives independent.economic value; actual or.potential,from not baing generally
known to, end not being readily ascertainable by proper means by other persons who ‘can-obtain aconomic: vaiue: from its
disclosure, and {ii} is the subject of efforts that are reasonable under the circumstance to maintain its secrecy.

-Uniform Trade Secrets Act {1985 Approved Draft), 14 U.L.A. 837 (1979).

73 MILGRIM ON TRADE SECRETS 2.06A[Sl(c] - -
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. MULTIMEDIA: DISTRIBUTION

- in addition to:the storage of multimedia works on: user-tangible media such:as

CD-ROM, there is the option of remote access via-a:means such-as-a:broadband
network. This makes possible the dissemination of mujtimedia datato-anextraordinary
number-of users:- :
As:the bandwidth . of networks increases; it ‘will become easier to violate
_inf(elle'ctual;pfopertVi:laWs:.”;; An example is the use-of bulletin ‘boards to illegally
_distribute software.”® With the existing narrowband, telephone line-based-networks,
it is feasible for software companies to monitor.bulletin boards and detect the posting
of a large program. The significant length of time it would take to download such a
program would minimize the harm that could:oécur before the cotmpany-requested the
bulletin board manager to delete the posting. With broadband networks, however, the
.entire:process of posting and:downloading of thousands of copies could:bé:completed

injust.a few minutes.”. . o o

IV. LICENSING

PG ITRIRY

A IMPLICATIONS OF MIXTURE OF MEDIA UPON: LICENSING -

74According to Tom Lemberg, Vice President and General Counsel of Lotus Development Corporation: '

The digital information revolution represents unique. challenges to protecting the rights of copyright owners. First,
digitization offers an easy and inexpensive method to create an unlimited number of perfect copies. Second, digitized
information can be instantaneously uploaded an downloaded by an unlimited number of people. And third, information
indisk media can be converted into a single digital stream and easily manipulated to create a variety of new works using
old works.
Tren J. Griffin, The /mpact of Broadband Network on Multimedia Royalties, Content Ownershfp and the National Information
Infrastructure. in THE MULTEMEDIA LAW INSTITUTE 57 (1 994)

75 in arecent case, users of a bulletin board service would upload and downlead unauthorized copies of Sega's copyrighted

“the bulletin board manager Sega Enterpnses ALtd, 0, Maphla et al, 30 J.S.P.Q.2d 1921 (N D.Cal. 1994) Lo

Tren J. Griffin, The Impact of Broadband Network on Multimedia Royames, Conrenr Ownershlp and rha Nat,ranal
Information Infrastructure, in THE MULTIMEDIA LAW INSTITUTE 41 (1984) : LA IR
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Perhaps the most significant stumbling block to ‘the multimedia publisher
interested in producing a title is the diversity of sources from which the necessary
‘rights must be acquired: Each medium {text; audio, stillimage, video, €tc.) may require
‘multiple sources for permission. In‘addition, the sources differ between the various
‘works, so few inter-media methods'can be established for the sake of efficiency.
Fmally, the’ very fact that the media are being mixed may créate new rights which
need to be addressed : S E

‘For certain media, such as- ftlm there are guilds such as the Screen- Actors

.Guild. These ‘organizations act as intermediaries on behalf of those with intellectual
| ‘property” interests “in ‘films. As ‘the ‘multimedia“ industry “évolves; the ‘standard
agreements between the guild and its members will explfc-itiy address multimedia
f-’ri"ght"s.?"ln‘th‘e music recording industry, organizations such as ASCAP and BMi satisfy
‘an "ari:a!c')gous' role. Thei’e*i‘s-nozs’déh Or'ganiZa'tiori' in‘the publishing world, so"e"adh, work

“will likely have ‘to be negotiated individually.”

" “Given the fact that a multimedia software publisher has to resort to dealing

directly” with the individual rights owners -for textual ‘works, the next task ‘is
-5'det'é'r'rnining'vvho' possesses these rights. The author is the most natural point to start,
“since the rights originally vest in the author when the l.work-‘"is_'c"reate'd'.f.-?There have
' ’?'.:bé’e'n"OCcéSidns in“which multimedia ' publishers have approached authors only to
discover that the author had:contracted away the-électroni¢ publishing rights to-the
"_Wo”rk's-'p’ublkishe'r?.?g”'!'he'p'ubliéher"rhay be much less intérésted than the author in

“granting a license, as the publisher in the traditional medium may view the multimedia

counterpart'as unwanted competition. To'complicate the matter further, it may not be

“Glear which amongdst the author and publishér dctually owns the electronic publishing

77Dawd L. Gersh and Jeffrey Sheri, Structuring the Multimedia Deal: Legai Issues - Licensing in the multfmedfa arena; part e
T LASERDISK PROFESSIONAL Mar. 1993 at 36 T . ; T : T—

84,

Kevm J. Harrang, How to Negotiate Multimedia Licensing, Development and Publishing Agreements, in THE MULTIMEDIA )
LAW INSTITUTE 5 {1994) '
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.Asssumrng::t;he multlmedla pub-llsher- de_t.er.mmes;who owns  the electronic
-publishing rights to.the text, the publisher must next determine.if the rights -address

-all. of that which .are to be electronically published. Typical difficulties arise with

‘photographs which were originally licensed from photo agencies, diagrams, drawings,

-or-other images not-originally.created by the author, and even ;b_r__ief,q_uqt_atjons,:3:?_,',_‘_Ih_e
éuthor may have acquired the rights to any of these items in order.to:publish his.own
=work; but the author may not be in a position to pass .the_se rights on to the electronic
_publisher. Perhaps more distressing, it may not .bé;---qle.ar: whether the author.has this

-ability.or not, as.only recently has the issue of electronic publication worked:its way

- sinto such. agreements

- Still -images: -bear some resemblance to. textua! works from- a. copynght'-

;_.;perspectlve, _but have.some unique features also. In.the realm of images,. pubhshers

-create the pictures necessary. for.the -m,u,ltl.med-ia. WO“S- ":Th.e _:a-v:att.ab,le- sources are

individual photographers.and stock photo houses. The availability and cost of images

islargely dependent.upon the subject. matter and shows.wide variety.*? As.is the case

- with the:other media, stock photo houses are now starting to.address the question.of

-electronic. publication in. their standard contracts. One problem with the. existing .

« standard contracts is-the-"one edition only". clause, which requires permission to be

-renegotiated for each subsequent edition -of the published work.®’. This may cause -

~great difficulty for the publisher who.may release version .1.01 simply.to fix a problem
-with. the underlying software;: with no.information content change whatever :
Thereis, another concern to be addressed which exists: entirely outside the. realm

of copyright law. On the state level, a publisher may inadvertently infringe the rights

82148t 8.
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‘of publicity of a recognizable_-person who is the subject of:aniimage. Generally, such
*ylaws protect individuals from the commercial use of their: |mages without consent,

‘The area of fine:art has:similar pitfalls to some of the other media discussed in
that it is often not obvious who owns what rights. An owner of the single copy of a
.work of fine-art does not necessarily own'the.rights which a 'so-ftware-pub-lisher'needs
_jin;order»to.'ele'ctronicallyfpub.iish‘ an-image of that'"-'piece. In:some ‘cases; the artist
iretains:such nghts ‘unless specifically contracted away. |

Musuc ‘may ‘represent the :most “involved: type:of: work from: a hcensmg
.. perspective, for there are many .perso_n_s mvolved inthe tran_sactl__c:_’_n.= .The:o_w_ner-of the
iéo.’mp'ositiOn;'-which', at least originally would be the writer orwriters wilkhave to agree
“to a:mechanical license.? This transaction may directly involve the:owning party:or
:a clearing :=h'ous.e"s,uc-h as the Harry Fox Agency.®® A-peculiarity of multimedia is the '
; re'q.uir‘ément--:forr a "synchronization” license ‘if the musical piece is 1o 'be--‘-played, in
* sconjunction:with a:still or motion picture:®®.“The owner of the rights in the-recording
* .of the music;versus the:music itself, must also-grant the "master recording” license.®’
\i'This:rnay-*also,bé. accomplished 'thro.ugh ',c!e‘aringr:h'ouses*-in some;cases, but:may also
.necessrcate agreements with mu!txple artists::

The licensor and licensee have different mterests in any licensing arrangement
which must be addressed in negotiations. _FoIIowmg are.some of:the consideration
which should be addressed and the likely concerns of the interested parties.

_ The multimedia pub!isher will desire to: obtain rights in:allintéractive media
| currently known or to be developed. The licensor will understandably wish to limit
-such'rights; and establish'a royalty schedule:for-any :p-ssi-‘bI‘é means of distribution. -
The actual rights granted must also be established, with the licensee desiring the full

‘range: of rights. to develop,: produce,: reprod uce, manufacture, distribute; perform,

84, at 12.
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‘display,. prdmbte, advertise, market, sell, rent, sublicense, and exploit the licensed
works. The licensee may further request that these:rights be exclusive.® ‘The owner
- of therights isinterested in keeping open as many options'for.gaining revenue and fair
:payment for-all rights granted. |
- The: parties must also determine how royalties are calculated. There exists the
.option of per-use payment_hutonly.in anonline contexi; such as broadband networks,
which ére currently not in high-use. As this area grows, however, it'may-.very well |
;\become as commonplace as the per-copy payments ‘which are more appropriate for
:CD-ROM publications.®
At this point, a -range,of-.:fr.om six to ten percent of.net revenues.is a.typical
figure in multimedia licensing deals.’® Because of the newness of this type -of
'-;arrangelmer'lt; there is less history upon which t6 basé the meanings of such terms as
‘"gross”-and "net", so these terms must be-carefully defined in‘the agre'emen'.t.itseif.
_The:owner.of the rights may also be interested in exerting somél.creé'tive-control.‘over '
‘the final multimedia product. As an'example, the owner. of the material may wish'to
: in_élude. approvalrequirements.to ensure that his or her reputationiis no'_tfharmed‘by-the

_ .resqlting multimedia version of the licensed cr-.ea.’;iv.e; work, oo e
.::B;CUéﬁENfTR£&D$s¥:
1. Technology Assistance .-
T R N'etwprk Management of Access, Billing for Protected Works

.- One problem, from the developers" perspective, that exists with any program

‘is the fact that multiple users can use a single installation, particularly through the use

i, LASERDISK PROFESSIONAL, Mar. 1993 at 36.

89}0’.
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of a network. In the case of some mu[timedia_app!ica-"ti"cjns, ‘the ‘developer would be
interested in an arrangement in which the royalties are determined per access, instead
of a one time fee upon purchase.

This goal is closer to being realized with new technologies being developed.
- Novell'has‘included software licensing and metering services to its network operating
~ system.®! Theresulting network can be controlled by the network manager to control

access to -applications, such as multimedia works, based on number 6f accesses,

accumulated ‘duration of access, or certain classes ‘of ‘users. Licenses: can be

_purchased up front, and the system can'keep track of the nufnbe’r_‘re_ma'in'ih'g',- warning

the ‘System manager or'individual user when ‘the licenses are about to run out; With

~ such an arrangement, a title published in the form of a CD-ROM can generate revénue

as though |t were offered through a pay-access broadband network.
Another product in the works, from’ !nfoLoglc Software isan encryptlon based
“system which ensures that information is only accessed through the licensing system.
Th!S system would servé many of the: same functions as the Novell system mciudmg

the' monltorlng and’ reportmg services.®
““b." Encoding of Ownership, Description Irifo on Protected Works

" ‘Ihtheinterest of making alteration of digitized works detectable, the Interactive
Multimedia Association is examining ways to encode information such as ownership
and a description of the original work onto a Ieglt[mate digitized copy,. makmg it more

<d|ff|cult to alter the work |!legally

#TMichasl Dortch, NatWare to Get Apps Contral, COMMUNICATIONSWEEK, _Mgrch, 9,193, 823, .. :.

. Tren J. anfln, The Impacr ‘of Broadband Network on Mu!nmed:a Royalrles, Conrent Ownershm and. the Nawna!
--Information- Infrasrructure, in. THE MULTIMEDIA LAW INSTITUTE 57, (‘l 994) e S .

93Heather Clancy and Dlana Hwang, Standardmummadra lficense p!an soughtby davelopers, trade group, Inab.rl:ry to address
copyright holders " rights hinders convergence efforts, COMPUTER RESELLER NEWS, May 23, 1994, at93:" "
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.. 2. Corporate Activity
a. Business Alliances

Corporations are teaming up to make the-best of their respective talents-in
_content ownership and electronic publishing. By bringing together a library of content,
technical know-howand multimedia distribution channels, such arrangements achieve

' synergy .by taking advantage .of the best of what the two very different types of

corporations have to.offer. By entering into arrangements.on:a large scale, they avoid:

-the: problems. inherent in_engaging ‘in. unique negotiations for each. publishing

-opportunity that arises.®
~..b. Multimedia Libraries. . ...

Some corporatlons have created multimedia libraries to.serve the needs of those

who desire to create their own multimedia works. and need.a way to get the needed

content and rights. Sound Source's AudioClips is a collection of Windows-compatible.

.sound-bite files from popular films.*® Andromeda Interactive’s ResourceBank includes
photographs, artwork, video footage, sound clips, maps, text, and data.’® Jasmine

-Multimedia Publishing's 35-disc.cellection includes videos, music, Hollywood special

94In April of 1994, Paramount Publishing and Davidson & Associates, iInc; _e_n_téred-’into 8 relationshib to develop, publish

and distribute multimedia titles for a number of differant markets. This brings together the nations's largest publisher and the
leading independent educational software publisher. Paramount brought to the deal a library of mars than 300,000 titles. It had

been converting its books into digital formats since 1991 in anticipation of such a deal. PR Newswire, Paramount Publishing and
Davidson & Associates, Inc. Announce Joint Venture, Aprit 12, 1994, Large content owners such as CNN and WNM are beginning
10 actively seek out muftimedia hardware and software developers in order to get involved in the multimedia market, Data
Channels, CD-ROM Expo Concentrates on the Future of Multimedia and CD-ROM, October 12, 1982

95p0n Steinbe tg, Heyl We 're baing sued foF cbp_yrfgbf infringement: IS your company practicing safe multimedia? Some tips
for staying within the law, INFOWORLD, Mar. 14. 1994 at 54.

The data is avallable in dlgltlzad form to subscribers on'a: royalty-fraa basis-far use'in CD-ROM: products Ttincludes over

8,000 pieces of artwork, about 3 million monochrome and color photographs, 20,000 profassionally created sound effects from

Hollywood, one hundred hours of music, 1,000 video clips, and large bodies of text, deta, and digitized maps. Tony Feldman,

. One-stop shop for royalty-free mfarmanan, ResourceBank, collection of cop ynghr .rnformahan on CD-ROM products; CD-ROM
"WORLD January, 1994, at 108.. e . .
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effects and still photographs available royalty-free.%?
i. Varieties of Rights Actually Granted to End User
.- There are a number of multimedia libraries currently available to users. Though

they variouaofférings may offer similar subject works; there is a broad range of rights

- that the sellers of:these :products.pass on to the purchasers. ‘Some ‘offer-almost

unlimited rights to the end.user.®® Othersiare extremely limited, allowing the pufchaser

to do little other than read/listen/view for themselves.®® Some of the:collections that
'ar=e.::designed'%_-for='.ip'rofessional smultimedia’ title producers “have built-in tovalty

arrangements.'® .0 i

“v: e, Licensing Managers -

Organizations are starting to act as intermediaries for owners of the rights

“associated with various types of works. The Mechanical-Copyright Protéction Society
Ltd. (MCPS} is offering agreement amendments to its subscribers to cover multimedia
royalty collection. Another organization knowrt:as ‘The Electric Book Co. is offering a

similar service to photographers.

97 Jay Alan Samlt Crearmg @ rayalty-free el —Irbrary means, rhreadmg lega! -tectinical maze, ; COMPUTER PICTURES,
Saptembar, 1993, at S8.

98F’rmionus' MusicBytes lets users use the musical selections it provides in any way they wish, except for re-releasing the
musie to compate with Prosonus, Prosonus bought out all the rights from the composers and musicians and passes along these
rights essentially unfettered. Jim Seymour, The Multimedia Copyright Swamp, PC MAGAZINE, February 23

ssHammerhead's Mother Earth Il disk is a collection of over 400 digitized photographs and limited utilities to edit them.

e NiRually no nghts other than viewing are passed along; to the consumer with thls collg;:tlun If the user des:res to use.any of these

images to create & multimedia piece, ‘the usar must purchase the additional i Tights from the publisher id.

1

) of about $80 for each place used One-srap shop for roya!ty—free mfarmar.'on, ResourceBank coﬂection of capynght mfarmatron
on CD-ROM products, CD-ROM WORLD, January, 1824, at 108, :
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3. Industry Groups
--a.-Licensing Boilerplates =~ = -

Another ~effort .in: the .area .of -simplifying the. licensing process is the
development of boilerplate agreements..Toward that end, the Interactlve Multimedia
Association:has established a task force to-develop model licensing agreements to
é_ss_i_ét-de'v_e_lopers--. The Software Publishers Association is. working on a similar project

i_n_;t_he;-_anea,,of\‘Iic_;é‘_nsing: still images.-On the motion picture.front, ‘a.section of ‘the

o - Moving Picture Experts.Group: (MPEG):is working on simplifying. the process of

contracting for electronic publication rights. In Japan, an organizationincludingDentsu
Inc., NTT Cbrp., Asahi Broadcasting Corp., FM 802, Matsushita Electric Industria.l Ltd.,
and the city of Kobe will be trying to formulat_erﬁ!es fof-the:copyright of muiﬁmedia
“software from a broadband perspective. :

BT T L I

..,,:.‘4‘;_Gove_|7_nme_nlt st L
©owooa, Japanese Clearinghouse :Agency

A new Japanese governmental agency will be set up to address copyright in
order to facilitate multimedia software. Under the Ministry of Internationat Trade and
Industry (MITI), the agency will gather'copyright'information pertaihing to-the vario'us '
media‘ofinterest to multimedia title developers to facilitate IicehSing,_"Thef_gg_e;i_(;:_\,}__yvi!_l

collect fees from those who use the service.

v, BORR ARy i e

' approag hsngmwha,t apnears,".,.,“V.f,.‘,.,_

to be an msurmountable maize of various property rlghts Iaws and traditions to obtain

| -a~_'deS|red--‘-cIea‘r_anc}efof*-n_ghts:m-‘_ works ‘-_:tqut!l‘-the _pre.sent an_d‘-fu‘gur'e_a&ne.ed‘s*so;t_hat the -
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enormous investments-can be legally:protected.:‘There can be.a muititude.of property

owners involved : in ‘the: text, photographs, images, video; -software, personal
characteristics, etc., that if each required individual standard royalties, the total may
be impractical. -\

Not only are intellectual :property rights involve {copyrights, patents, trade

secrets, trademarks), .but:also privacy rights and criminal laws, as well as a.number

of present-and future.government _ru'les_f:and‘regulations-. SETERNREE

i The issﬁe:of-:cc)pyright-,protection.for- multimedia works: and. the: works that
- constitute themis understandably a complicated one: Undoubtedly, some multimedia
| ‘publishers will forge ahead and copy works without seeking permission fromcopyright
owners in questionable cases. This may: help:to-settle.some: of:the-questions as 10
what is substantial similarity, what is a derivative work, how much:.copying is-de
minimis, and 'so forth. Unfortunately, this.sort of determination:.come_s:'-at:--éi*g}wificah_t
litigation-expense-to the parties involved. For these tybes of:qUe.stions-,-fthis' may'be

‘the‘:(ﬂ)‘_nly- way:to:get the issues resolved. Itis unlikely that federal :‘Ie‘gisla"tors -can-be

- convinced to-create a set of statutes:specific .enough to address all of the:various

permutations of rights, media-and degrees of copying to:cover the field. Even if this
:-were'an‘optioh,'--it; is: fperha ps best left to the judic.i-ar:y-‘_-an‘dvsit_s» evolutionary nature to
address a s.ubject as changing and nebulous and-creéative rights. s o oo .
... This same-approach :could also be used to answer:questions:such:as where
electronic publishing rights lie in situations :in-which they -are not addressed:in-a
- scontract. As in the previous.example, this comes:at a high expense tothe parties. For
this.sort of issue,.the more: productive resolution-is:to eliminate:ambiguity:through
.express contractterms which address electronic publicationandits inherent subtleties.
This .is perhaps best accomplished through a two-tier approach: which draws:ﬁp_,on
some of the existing:features of multimedia practice mentioned:in this paper..

- At the first tier-would be one Or._more'Lciearin_gho.useSi';for.-:.thevc_onection and

~licensing -of varioUs:types of works which may be

drir mltimediactities: This has
| the advantage -of providing a single 'source:or small:number-of sources-which-a

multimedia publisher must approach in order to.obtain the necessary licensing rights.
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‘As-a focused interest, it would collect the necessary:-'expertise to ‘ensure that the
‘agreements'it offers to publishers address all of the necessary issues in the electronic
publication arena. . | :

Either the federal government or private interests could run -such: an
organization. As mentioned -above, in Japan such--a'clearinghouse is:being formed

under-government control. In the United States, it is more-likely that private interests

would develop to fill such a role.. Further, it would more likely be existing interests

‘which expand their charter to:address electronic publication than new organizations

‘which:form just to filt the electronic niche. The current group of licensing agents such
'EASCAP. in the recorded music:industry and:the many: stock-::-pho-to_hou:Ses in-the still
‘image field are well placed to' expand ‘their intended customer base to ‘include
‘multimedia publishers. .~ = |

The very nature of a market driven.economy: will tend to create this expansion
.where it-has- not :already done so: The multimedia publis.hing marke_tf-is'generéti'ng
-considerable revenue, and will almost certainly continue to. do so. Where there is profit
:to be had, it-should.not take ir!o_ng-for's'ome;corpor‘atibn- to step in to. meet the need.

.The‘existence of single versus multiple clearinghousesinthe various media-reflects the

‘tradeoff between: consistency .and the ieza’s_e:of- a'single source in the former and the

benefits of competition in the latter.. = .. Lol

: Assuming such a situation evolves and meets the bulk of the:licensing needs
of the:market, what the remainder need is a standard by which to generate contracts
‘for those . remaining -right ‘holders who do nof:-subscribe‘ -to~ the services .of a
‘clearinghouse. This second group is best served by a set of boilerplate agreements

~which the multimedia publisher.and copyright owner can use to construct a licensing

‘agreement. Such templates force the parties, to'consider issues which-have come up

- before -in similar situations: This -eliminates the problem of :simply not addressing

‘situations because neither party thought ofthemat the time they drafted the contract,

;._:pub!i(:atioh :clearinghouse: roles which generate :the boilerplates. Assuming-several

'boile"rp,lates -exist, the:-best will rise:to the top:and: find more .widespread use.
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Practitioners .in the field will also likely form their own hybrids by combiningthe best
elements of various sources, The initial boilerplate offerings are important, however,
as they will likely influence all those that follow.

The hardware and software technology already exlst and the channels are

formmg through whnch vast numbers of people can expenence the m;xture of text

sound, still images and motion plctures that are the product of the multlmedua_

explosion. The law must adapt to fit the new parad:_gm_\sﬁ l_n order to_ cqntnnue to protect

the rights of those who create works of ali sorts. It is incumbent:upon those who

‘participatein.these new markets, both from a business and law perspective, to ensure

that enhancements .to technoiog_y'_proyidg__new opportunities .. for. creators and

“publishers, not pirates.
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"Multimedia software"” 1is produced by combining multiple
media, such as sound, graphics, text in digital data form,
- representing artistic works. . Producing multimedia software
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whereas such works in digitalized form are easily modified or
duplicated. Consequently, it goes without saying that copyright
. owners on such works hesitate to provide their materials. And
~therefore, making copyright clearance is considerably difficult.

This . report presents several new rules  on copyright
clearance for multimedia software as proposed in Japan while

touching on problems involved in multimedia- on networks.
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- “Multimedia and 'its Intellectual Property Rights'
Status
and Proposal on New Rules of Copyright Clearance

I. ue of Co

right Clearance for:Multimedia. Software

1. Introduction

With ‘the rapid ‘progress  of “information processingand
" telecommunication technologies, ‘now:is the time when it is:the
dawn of the multimedia markets. ' People are highly interested in
~such’ as television program, -magazines; ‘‘and movies; ‘and ‘also
because multimedia will be. a new .core of all induétties*in\the

future.

v At present, :‘much is "Spbken-’everYwhere- of - “the “word
"multimedia, - which  has a large' variety of ‘definitionsi’-
According - to the " first -report “prepared’ by the Multimedia
fSubcommittee*ofithéﬁCopyright~Cduncil‘ahdﬁaﬁnbunced:byﬁthe“ﬁgenéy
for Cultural Affairs in -November, 1993, "multimedia" is’ defined
as' "transmission media  (or their utilization means) consisting
'bfﬁintegrationS?of:VariousvrepfeSentatioﬁs such’as characters;
isound,_fstatic* graphics; and “dynamic - graphics ‘in" “such ‘an
interactive manner as to allow users not only to use passively
butAalSOKtO do positively such as tbg;SGAECt}ﬁmanipulate,*énd
edit. their various data”at their discretion.” = Based on this
definition, 'thé followings 'can bée deduced ' as the technical
features~of multimedia: (1) ‘integration of various media; TV (2)
all: media  as: materials: in~-digital ‘data form;, " (3) easy to
manipulate; modify, ~and correct its digital*'dat§;75and594{4)
enables to transmit digital data interactively. R

in relation to copyrights on materials. for. multimeédia at the
‘point of producing multimedia software. This report presents
themproblems with copyright clearance‘in'prOdubinq“ahd?using
' "multimedia software" (hereinafter referring to user-interactive -
software containing: multiple media such as sound, graphics;  and
,text)‘as.wellmass-gSeveraltnew‘rﬂles~GHTCOPYrightfblééraﬁée
proposed as a solution to these problems. '
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2. Problems with. Copyright Clearance for Multimedia and

~Status Quo. of Copyright Clearance -

(1) Problems with Copyright Clearance for Multimedia

The first, problem with copyright clearance from the
wiewpoint: - f-_multimediae- oftware- producers ~lies. -in the
complicated: procedures for copyrlght clearance - Multimedia;. as
its..name - suggests, is a complex of .multiple media, each of

;Copyrlght Law.. This means- that it takes.a great deal of time,

¢ost, and labor-to procureapermissionseto,exploit,all:the-media-

frem all copyright owners concerned. Further, it is also
possible that authors, when granting such permissiohs; may
aimpose‘restrictions on the scope of manipulation,'modification,
and. -correctieon of their. works: by reason - of the ‘right ..of

preserving the integrity of works. (moral .rights), and therefore

~phe,producerszmay-begprohibitedjfromnprocessing'whatxthey;are
intended to..  The problem is aggravated-because;thev;rightaof
preserving the integrity is- particularly powerful .in . Japan,
where Article. 20 of the Copyright:Law provides that "the author
shall have the right to preserve ithe integrity of his work -and
ith“title»:aqainetﬂ~any:;distortion,- mutilation, ;-or: other
~modification aqainst-bis will"”, thus the right of preservirg the

,integritywis.vestedﬁwithamuch greater:authority under Article 20
than the right. provided- for din Article 6 . (2). 0of the Berne
Convention; In - -fact, the mere -act :of converting works-: into

digitalized data form might be deemed_agéinst:the author!/s will.

Incidentally,: .the Berpe Convention provides that "the:author
shall have the right to claim authorship of the work and to

object to any distortion, mutilation or other modification of,

or other deroqatory action.in relatlon to,: the said work, whlchﬁmhmwm;

. would be Dre?ud1c1al to.his honor -or reputation. i

) The second problem from the standpoint of copyrlght owners'

:1s that they are anxious about the security of their copyrights
;1nwprov1d;ng-thelr;works.as materials for multimedia software.

'Inqiyidgal1mediaaforming-multimedia;are-digitalized'data, which
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can'be-easily_duplicated or modified by producers or users.
There is a danger, therefore, that the representations created
by copyright owners will bE'distorted.. Further, there is also
a high possibility that the exact replica of original works, due
to digitalized data  form, will ‘be produced  in great numbers,

causing considerable anxiety ard discomfort to copyright owners.

To the contrary, when immature digital technologies ‘are used to
produce duplicate copies inferior to original works, it is also
possible ) that .copyright ~owners - will . feel :* that: their
_representations}are-deformed, -In any case, we can easily-imagine
that -copyright owners will hesitate to-provide their works:as
materiaISafoi multimedia software. L

T T S SR A SRRSO g
< The third,  problem is: common Lo

oth multimedia . software
producers.andfcopyrightrowners;a Since}multimedia.allows'users
~transmit, -receive, and -process its- .digitalized .data "through
telecommunication lines and consequently:enables users not only
to apply software to their private use but also to distribute
 their processed “data’ to ‘the public: through telecommunication
lines, = it complicates the relationship among copyright owners,
multimgdiaz softwarefgproducers,:-and;-uséfs+:in point of ‘the
© treatment between original”workSrand-secondary'duplicate~00pies;
.the~-right of. preserving théu'integrity,e-and"'obher matters.,
 Further, multimedia enables any users to transmit it, while the
conventional media are distributed only by a few wvenders. 'And
then, it is necessary for multimedia ‘software producers and
copyright owners to develop a new method to estimate for service

‘charges and monetary conmpensations. -

The'fourth, problem conéerns users. ‘Since’ the advantages

‘of multimedia to users lie in :dllowing them 'not only to use

~¢passively«(merelyqto{wieWJ@butaalsbbtoAselectwfreeiywﬁmanipu1ate;mwmwmwmmm

and edit individual media, it is necessary to duly grant users
the right: to select,’ manipulate, edit” media as'“well "as to
distribute.usersf-modified ones. . ~Further, the key factor to
develop multimedia is ‘software after all. - Multimedia will not

appeal to users unless software is avallable in great varieties.
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'Themmultimedia market would not be expected to expand if software
were-avallable in only a few varieties as well as at high sales
prices resulting from complicated. and. numerous . copyright
clearance, -and were -lacking: in creativity under the severe

restrictions of the right of preserving the integrity.. -

{2y . Current Status of Copyright Handling -

Multimedia;software;isie-complexiofavarious media suchas
characters,. sound, pictures, photographs, and dynamic images.
Suppose that. a certain popular song-is needed as a material: for
multimedia: software,. .you must -access: to -its ‘composers for
permission to exploit it. If,you:can-netiaccessnhim because-his
residence is unknown, you can not ekploit the song. Fortunately,

there -are sevéral organizations te centralize 'nanagemeuh of
copyrights by-industry (organizations - for copyright owners) in

Japan. as listed below 'so that: producers ‘and users may generally

Vaccess to medla or work you:want.

(1) Brokerage Organizations (Organizations acting as agents or
intermediaries for .copyright. cléarance, ‘being  permitted -and
‘certified“by~the,Commissioﬁer of the. Agency for Cultural Affairs
in.compliance with;the.proﬁisions'of="thetLaw;Regarding Brokerage
- Businesses Concerning Copyrights."  Applicants for management
:businesses concerning copyrights on music, novels, and scenarios

must be. . permitted  and. certlfled by the Commissioner ‘of the

Agency of - Cultural Affairs.):

* Japanese Society for Rights of ‘Authors, -Composers and -

Publishers (JASRAQC)
* . Writers-Guild of Japan . '
~*._ Japan Association,of'Authorsr

e F@deration..for..Scenario. Writers:.of:Japan....

_(2),-Designated]Hanagement-Orgénizations (Organizations managing -

.rights_exequtable-onlyfthrough organizations for owners of rights
designated.by the Commissioner of the Agency of Cultural Affairs
under -the Copyright  Law, -such as rights to priﬁateimonetary
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compensations forraudio.and:vidual recording; secondary royalties

for commercial phonogram, etc.}

_*w-p-Assoc1atlon for Management: of Private: Monetary. Compensatlon
-for Recording -

* .. @Geldankyo {(for Groups of Entertainment Performers} .

4 - Recording. Industry Association of Japan:  : . -

(3) Other Organiiations (Voluntary Organizations) .

* - Japan:Association . for -Copyrights .on Photographs -

*.. . Japan: Artists.Association
*x  Japan Duplication Right Center
* Japan Video Association

..+ It should be noted here tHat the above:organizations, though

assiSting;YOU'tocaccessytdirectly or ‘indirectly, to copyright

owners, do not always go as far.as to act-as agents for copyright
clearance. Copyright clearance status quo is described below
with- reference. to concrete examples. - :

*.. JASRAC: :

- As an organlzatlon to- centrallze ‘management: of: copyrlghts
Ton mu31cal works, 'JASRAC 1s entrusted w1th brokerage bu31nesses
for copyrlght clearance, dlrectly or. v1a mus1c publlshers, from
almost of all ‘domestic songwrlters and composers ' Appllcants for

exp101tat10n of mu31ca1 works (for ssuch! purposes as produ01ng

.. Karaoke tapes or..putting. into a mus1c boxes) ‘submit - the

application paper to JASRAC where reasons and content of" thelr
exp101tatlons 1s wrltten,' then they can. obtaln llcenses ln
maexchange for monetary compensatlons stlpulated in: detall by type‘
--of--licenses. SRS SRS S5 90 S O 333 o AR :

: The organlzatlon mentloned that in the event of partlal.
' exploltatlon of mu510al works for commerc1als and: game software
'appllcants should obtaln llcenses from each:. copyrlght owners
{(authors) because authors ‘are anx1onslthat,such_explortatlon
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settles their works in-an image against:.their 'will.. For example,
--since such musical works as game software are. often marked with
no author’s name, there is reportedly a strong demand for marking
author’s names in view of -the moral  rights. There ‘are: other
similar cases where authors ban arrangement of their acoustic
music into digitalized style, prohibit their musical works from

using as a background music for commercialls conveying certain

concepts, and prohibit them from inserting them into ILDs for

Karaoke with sexual: wvidual.

The organization-reportedlyﬂdémands:some:tips—qnvspECific
modes to exploit musical works for multimedia: software because

such modes of exploitation are -unknown and obscure.. ...

As an sample of royalties for musical works, we cite a
.rqyaity.1ist”belownsﬁmmarized:for.Karaokef.phonbgramffmusic
boxes, and rental: phonogram in compliance: with "the provisions
for. royalties .for works by JASRAC" as:of 1991, .

(Royalties applicable when .annual. comprehensive  license

agreements for Karaoke vocals are concluded)
(a) Audio Karaoke vocals (Including cases using apparatus
-capable of:simultaneOusfreproduction~of”static,images)

: ;biviéida :f:' Area of Guest Hall or. N 'j Monthly Royaltles.
|| B N T ' Banquet Hall : : (yen) '
"1 |Between 16.5 n® (5 tsubo) s, ooo

~{exclusive) ‘and 3320 m> (10

' tsubo)-. (1nclu81ve)

2 | Between 33.0 n® (10 tsubo) = f ,,_‘5}000_
' '(exclu81ve) and 49.5 m’ (15 _
tsubo} ‘(inclusive) v B G

-3/ ‘Between 49.5 m® (157 tsubo)""“f” 7”“*f6;oooff

“1"tsubo} (1nclu51ve)

_{exclusive) and 66.0 m (20 | . oo

.4 |Between 66.0 m’ (20 tsubo) | . ... . 8,000 -
“tsubo): (inclusive) = o

5 .7 |'Between ' 99.0'm® (30 tsubo) | - . 10,000
...} (exclusive) and 165.0.m° (50 | . . . .
tsubo) (inclusive)
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(b) Vocals accompanied by running of videograms

Division | Area of Guest Hall or Monthly Royalties
. SRR Banguet Hall . Y{yen) -

1% | Between 16.5 m° (S tsugo) | 4,500
(exclusive) and 33.0 m~ (10 R
tsubo) {(inclusive)

2'.tt'_Between 33.0 (iO tsgbo) 7,500
. (exclusive) and 49.5 m" (15 BRI
tsubo} {(inclusive)

3 . Between 49.5 m’ (15 tsgbo) ] AR f.ﬁ=9;000 L
&« . .. ] (exclusive) and 66.0 m" (20 : o :
cem tsubo) (1nclu51ve) ) o

4 Between 66.0 n’ (20 tsgbo) | 15,000
rtsubo) (lnclu51ve)

Between. 96.0 m? (30 tsubo) : S 010,000 e
(exclusive) and 165.0 o’ (50
'tsubo) (lnclu31ve) :

. n

In the cases of both (a) and (b),r halls,where_banqpeta:axe
held malnly for specific guests such as party guests and_invited
guests are exempt from the above royalties if their area measures
up to .33.0 m’ (10 tsubo) (inclusive). whlle the other halls are
Vexempt from such royaltles if thelr area measures up to.16.3 m
'(5 tsubo) (1nclusmve)

(Royalty for one musical work (including lyrios,'etc.) contained

.~ in one commercially,available_phonogram)

For each muSLCal work the amount obtalned 1s whlchever is
greaterh by leldlng 6/100 of the phonogram prlce (excludlng
consumptlon tax) by the number of. mu51cal works contained in the

' phonogram or 8.yen 10 sen.t(8 10 yeny} .

- (Royalty for one mu31cal work exp101ted in one music box)
_..For each mgelcal box, the . amount 1s equlvalent to 7/100 of

'tita lsh1pp1ng prlce (excludlng consumptlon tax) ‘However forﬁtwﬂwmmwwm“wmm

ieach spec1al music box (e.g. electric.music box and.mu31c siren),
ethek‘amount is equivalent to 10/100 of 'its .price (excludlng
consumption tax).

(Royalty for one musical work contained in one rental phonogram)
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For each rental phonogram and each rental, -the amounts
spec1f1ed below. | - _ - . —
Record Type oo Rovalty

“Tape ,_” - ,“ _:_' i' &T_:_-SQ_yen*

* erters Gulld of Japan_-
This organlzatlon is entrusted.w1th the rlghts to dupllcate,

E"'playback broadcast, etc. of scenarlos but flnds lt dlfflcult to

centrallze management of . the moral rlghts, and proposes the

_necessity to determine terms and: condltlons for' licenses. with
individual authors. Vhlle individualwscena 10 wrlters grant_

licenses for the flrst broadcastlng of thelr scenarlos; this .

“‘organization takes over the management of thelr' secondary

exploitation, such ‘as rebroadcasting and commercialization in

vided tape.

: “As’a sample of royalties*fOr'étenarioa, we cite a royalty
1ist below limited to’ for television broadcastlng in" compllance
with "the provisions for royalties for works by Writers Guild of
Japan”™ as of 1991.

(1) Royalties Applicable to Nippon Hoso Kyokai (NHK)

1) For nationwide'broadcasting, a roYalty is charged for each

©4Y$eenario and each’ broadcastlng at the amount equivalent to
50% of - the fee for each scenarlo (a reward for wrltlng of

" each 'scenario 'for natlonw1de broadcastlng and a royalty.

(including consumption - tax) Pald by the NHK' for 1nltlal
nationwide broadcastlng) ; L

wii2) . FOT..any-~other: broadcastlng than. natlonw1de broadcastlng,

~royalty is- charged for each scenario and each’ broadcastlng

"at theamount ébtained’ by reduc1ng the amount in (1) above
L at ‘different rates" depending’ on 1nd1v1dual_1ocal head or
branch broadcasting stations concerned. -
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(2) Royaltles Appllcable to Other Broadcastlng Organlzatlons
than NHE- ' ' ’ : s ,
1) For nationwide broadcasting, @ royalty is charged for each
scenario and each broadcésting at the:amount equivalent to
50% of the fee for each scenario_(a reward for writing of
each scenario for nationwide broadcasting and- a royalty
(including consumption ' .tax)  paid by -each broadcasting
~organization for ‘initial’ nationwide broadcasting).  In
uthis? case, ' -one 'broadcasting - by - individual local
~broadcasting stations within 6 months after the first
“broadcasting by the key broadcasting station, is deemed one
" simultaneous nationwidé broadcasting. '
- 2). For nationwide ~rebroadcasting within 10 days ' after
snationwide'broadcasting”by the key broadcasting station in
*¥COmplian¢e with the ' royalty provisions: in (1) above
. (regardless ' of whether ‘the key broadéasting station
~~initiates such’® rebroadcasting ahead of -individual local
broadcasting stations or: vice versa), ‘a royalty is charged
“for each scenario and each” rebroadcasting, ' notwithstanding
the provision in (1) above, at 30% of the ‘royalty amount in
(1) above. In this case, each scenario in each-
“rebroadcasting is handled ln compllance with the’ prov1smon
i in (1) dbove.sis R . L e B '
=3)" For any other broadcasting than nationwide broadcasting, “a
royalty is charged for each scenario and each broadcasting
.at the. amount obtained in' consideration of the regional
and economic conditions where individual broadcastlng
organlzatlons concerned are located '

* Geidankyo (for groups of Entertainment Perfbrmefs)~'

" This organization is, concerning the éopy—neighboring.
wwwrightswwengagedwin%thewbuSinésswto;ést&b&ishﬁgénéralmstﬁndardsm
©of terms-and conditions when users can take licenses toward
;entértainment performance, and in the clérical business which is
considered to be virtually-difficult for perforimers to execute
in personal .inadvance (such as claims of compensations for

ugsers’ recording of broadcasted entertainment performance and for
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its rebroadcasting) . The organization has incorporated the Center
for Clearance of Neighboring Rights of Entertainment Performers
to promote. unified exercise of the  neighboring rights for

;entertalnment performers

;1E2cept -fd: ‘a .very - few . organizations ~for copyright
ﬂpwnersfthere are not -any organizations to formulate unified rules

on centrali;ing;mﬁnagement;df copyright~clearance,~r~Further,-
- there are no organizations to.ceﬁtralize management of the moral
rights. = Consequently, multimedia, which involves . modification
of:works,iabsolutely;is_necessitated;with individual,copyright'

clearance. - Namely, -since ; authority -vested. with to those
organizationijor copyright. owners. .is . considerably limited in
;sccpey-anylapplicants:for‘expl@1t1n - works eventually ‘have no

choice but to negotiate.d;:ectlyawlth individual copyright owners

'ftquetermineathe,termsﬁandwconditions for licenses.dncluding

- monetary  compensations.:. JInl;factf,;procedure'-ﬁor'ECOPYright
gciearance takes. multimedia software prpducers~afgreat~déal of
,tiﬁer;cost,=and“labor[_thus;being.a:severe_obstacle~to the
development of multimedia. | |

It is- no . exaggeration. to :say that the development of
multimedia depends on whether or not copyrights @ on :their
~individual gompohentpmedia‘a:e;clearedpsmoothly between authors
Landfproduqers,,;Nowr we present,three,majof rules pro?osed for

‘the solution of the issues-in Japan.-

3. New Rule on Copvrlqht Clearance Proposed bv Aqencv of

Cultural Affalrs S

the Agency for. Cultural Affairs: inaugurated- the:Multimedia
" Subcommittee of the. Copyright Council to.study problems" with

_multlmedla under - the Copyright Law.in . June, 1992.  Then the

committee summarized the conclusion :of its research focused on

copyrights clearance on works used as materials for multimedia
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software, and reported it as "the First Report by the Multimedia
Subcommittee of the Copyright Council®™ in November, 1993.

This report discusses various issues, such as the definition
of multimedia, its producing process, copyright clearance-status
-quo andwproblems“with it, and"then'proposed”a new rule on
copyright clearance.  This paper presents only the mnéw rulé- on
-copyright;clearance'propoSed~inFthe report. <7 : b

(1) Characteristics of Centralized Management Center

"The Organization for Centralizing Managemént of Copyright

*Information“(prOvisional'name)" will be established as'a center

for -supplying identical-information for specifying the: copyrlght 

OWnery.: ‘_L'u an s atiemptt Lo Sgonstructy a SysSiem oYX ‘Integratin

information on copyright which the ‘existing organizations manage

for supply to users through a singlexbutlet “4(Database'in*the

field of music is now under con51derable progress but still qulte '

unsatisfactory in any other: field. )

_ However,; - it" . is diffiCultxﬁto-:establishi'aﬁfﬁunified
organization::for copyright clearance because of the differéences

n: -the:nature and in the mode for use’ among numerous works-all
'overwthe fiélds,'and.because*accompanied?With the reason, "each
cfield ha5>eachuconsciousness:andsits'management in copyrights.
Therefore,  ‘to begin with, weQShould consolidate and ‘ernrich the
management system for -centralizing its copyrights' in‘‘each
organization or field, and after the accomplishment of those, we
should develbp a cooperated system of all the fields to exercise
rights:regardingfcopyrightﬂinajointySignaturespTaCCOrdingmtb

certain rules within: a scope of mutual consent' among all of the

organizations concerned.

(2} Registration - |
Copyright owrders may register 'their works voluntarily.

{There: is no reference to other details such-as registrants,

objects or terms and conditions of registraticns in the report.)
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(3). Modes of Exploitation ‘
Pending status because an ‘organization' for centralizing

management of copyrights has not been established vet.,

A{4) . Royalties‘and-Rewards ,

It is -under consideration to reform copyright clearance;
.whiCh:is.now.granted based on the respective:exercise of -rights
in such a manner as to-grant cbmprehensive-licenses-for:a;sexies

of copyrights in exchange for comprehensive royaltiés.

{5). Moral Rights -. ‘ S ‘ g ,
Although:..the moral -rights are unsuitable. for centralizing
management, - it is contemplated to prepare for a system where it

. . L] : 1 L} -
can -respond tousers’ gquestions .according to: certain rules and

can‘;infoxm;usersfin-adVance of thé“name-of-owners-fromlwhom.theyA

‘need to be‘granted when they need. .

{(6) Necessity for Legiélative~Amendment o

Centralized management for copyrights under voluntary -

registration always causes problems with outsiders. ‘Under the

claim for reward may be authorized only through the designated

organization... - It,.Shouldp be - considered that —even specific

exploitations of works which are difficult . to manage- could be

generally applied to the above system, and that the current award
system should be reviewed.. -

4. A Proposal. of the New Rule on Intellectual Property for

Multimedia by the Institute of Intellectual Property '

....As_a foundation for investigation. and research.on various ...
problems with intellectual properties, the  Institute  of

Intellectual Property has established "the Multimedia Committee®
to. -study . various problems.. . resulting  from the advent 6f

multimedia, on the  allegation that "applicating the <current
provisions of ‘the Copyright Law may impede the use and
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rdevelopment for multimedia because ‘they fail to presupposeithe
advent of multimedia technologies." In February, 1994, the
Multimedia Committee announced to the public "Proposal of the New
Rule on Intellectual Property for Multimedia (Published Draft
_-“Exposure 4qny ., : s P : : e R :

The Institute of Intellectual ‘Property has proposed ‘the
establishment of "the Digital Information Center" and the
amendment to the current provisions of  the ‘Copyright Law
‘regarding the rights to preserving the integrity, proposing the

- necessity to establish an organization for voluntary registration

by copyright owners and for centralizing management for

copyrights and their 4information on works in order to'relieve

“both copyright - owners ‘and multimedias prediucers  ‘for- anxiety
.Lreferred to above-and - ensure’ - the ‘sound * development of L.

multimedia.

+{1) = ChHaracteristics of Centralized Management ‘Cénter
/.The Digital Information'Center will be established as a

completely new centraliZedunanagement*oenter“éngaged.in-cOpyrigHtr

clearance and supply of copyrlght 1nformatlon for - exp101ters

- {multimedia software producers) .

J(Z)-_Registration O . :
-1} | .Subject of registration: Copyrightsiand their neighboring
rights on works which have been' made public and ‘works
- whose author-has consented to make them: public, "
2) Registrants:: Copyright or neighboring right owners- =

3} Registration conditions: Applicants for registration must

’consentito‘éxercisé'Only‘the right'to-claim for rewards
‘and abandon the exclusive rights to’ prOhlblt anyone “£rom

v i @R PA-0dEdNgas--Lo- Moxrks to be: reglstered.

~{3). -Modes of Expleitation ~ -
1) - Supply of copyright informatien’

| The Center shall supply applicants for exploitation of works
with copyright information such as synopses of works, copyright

—319—




-owners, monetary compensatlons, and the terms and condltlons for

.. licenses.

2) - Licenses

Exploiters may exploit works in compliance with the terms

“and conditions for  licenses (including cOmpensationS)
-predetermined by copyright owners: concerned.
{4) Royaltles and Rewards . .

- The Center shall .collect rewards charged. on exp101ters, and

. pay - 1t to copyrlght owners.

u(5):,Moral Rights |

The Center shall announce whether the author-has nonsan;ed-

;to abandon the, rlght of preserving the integrity with the:Center
'-at the time of registering their copyrlghts. ‘In case of .that
there is such consent, eéxploiters may manipulate or modify the
works at theirtdiscretionjunless.they‘injure‘the:author's-honer
;and reputation;n But for such -consent, eXploiterSvshallfobtain
~such.consent.or permission from individual authors. ° : :

(e) Nece331ty for Leglslatlve Amendment.
The new rule proposed above by the Instltute of Intellectual

Property complies with the current provisions of the Copyright-

- .Law and requires no-amendment to those provisions. Nevertheless,

the;Institute proposes: that it is necessary-in the near future

- to amend the provision for the right . of preserving the integrity

as a part .of the moial‘rights;deséribed;as‘follows;”

. a) "Authors may consént in advance to;abandon-thevright of
.preserving the integrity unless they are -injured of their honor

wwngwxsput@tiQn;;%mhLaﬁggngea;wiﬁﬁgggmgdmxgwextend@npthqnlyﬁtQmwwwwm
those who have obtained the permission directly from authors but .

further to those who have obtained indirectly via those who Have

obtained it directly from authors, unless the authors ‘do not

hdeclare their specific will against above. e
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. b) "The scope of the right of preserving the integrity is
‘limited * only to the cases when exploiters’ modlflcatlons make
-author 1njure their honor or reputation.™ :

5. New Rule on Copvright Clearance Proposed by DAVIS™

The” Dlgltal Audio Visual- Interactive Medla 8001ety (DAVIS)
is a volunteer organization established in 1990 ‘for such purposes
.as research, development; and’ edueatlon-and the like regarding
-multimedia. - 'DAVIS ' consists of the Technical Séction, the
APPlicetion‘Section; the Education®Section, ‘and the Intellectual
Property Right Research Section, which has presented‘the new rule
on copyright ‘clearance described: beluﬁ. It has ‘a membershi p;ef
about 70 ¢ompanies including Intel Japan, OKi "Eléctric’ Industry
“Toshiba, IBM Japan,- and Mitsubishi Kasei. : - ‘

DAVISuhaS“alleged-that“"restr1Ct10ns”Onifhe‘ﬁight%*of'ﬁedia
and other obstacles make it difficult to implement ‘any new rules
on copyright clearance worked out within the scope of ‘the current
provisions of the Copyright Law in an attempt to match the
multimedia era.” Based on this allegation, DAVIS, departing from
. the realm of the current provisions of the Copyright Law, assumed
‘a society 20 years ahead where'multimedia will become widespread
+in ‘an- effort to seek*favOrable?rules"onfCopyright~c1ea£ahCe:in_
‘such a future society. ~In April 1, 1994, DAVIS ‘announced a
proposal “for: "the.fQuantuﬁt Media“ Protection Law - (provisional
name)". J

This prbpesal assumes a soéiety'Where dpticel'fibers are
-spread ~to every ‘household all over the ‘world, “as ‘has been
advocated by the US Vice-President A. Goa as "the Information

~wSupereﬁiqhwayﬂththhisAseciety;;informaﬁidnﬁ(inelﬁdihg“net‘dnlywwwmewwwppwm;%

software and database but also music, movies, and other works)
would be all digitalized form so that ‘anyone could reproduce or'
change the information at their discretion with ease’ w1thout any
deterioration and further provide ‘the “information for thlrd
parties with ease- without any" ‘deterioration in- quallty '
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: - This proposal adopts the term "Quantum Media" instead of
,"multlmedla", with the objective of drawing:a clear dlStlnCthn
between the former and the latter that is accompanied by personal
- profits of authors, and on the assumption that digital computers
20 years ahead will attain their full development by means of
optical and other various technologies in addition to electronic
technolog‘iles..= Quantum Media, in which the moral rights are
abandoned, falls under none of the categories stipulated by the
“current.provisionS'of-the~Copyright-Law, can be‘nmnipulated
without restrictions and exists only in network constructed with
;a view. to.managing and-operating them properly, because Quantum
Media is independent of the existence and its form.

o T e N e e G e A e e S BT

(1) : ("'hn'rar"l-n'r"a stics. of C‘ept.r_al'

. Quantum. media exists only ina- deflnlte realms -of network_

-Organlzatlons for management. .of . network .where Quantum - Media

exists take charge of -their management .and ; operation. 1'They-f

&prov1de owners’ information and data(quantum data) avallable for
exploitation.

A2), Reglstratlon , . R T
As Quantum. Medla, ~any. data may- be. reglstered by anyone,

fprov1ded that it were free from legal: problems such as copyright -

;nfr;ngement,:%Data,owned,bygothers-may also be registered by

'janyone with its: source. clearly stated. Further, no -one: shall

register .any data- without prellmlnary consent ' to abandon ‘the

-moral rights,.

(3} .Modes of Exploitation . Cin
_ Each organlzatlon for management of network shall determine
‘the unit. of reglstratlon Authors,. when registering their data,

specify one of four modes of. exp101tatlon,”w1th whlchoexp101ters
”fmust comply T _
l) Mere view (access only) ‘
- 2)_Q Unrestrlcted cexploitation including edition and @
. manipulation in. network . ‘

3) Downloadlng Lrom network for nonuproflt—maklng purposes -
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4y '+ Downloading “from network for profit-making purposes’

(4) - Royalties and Rewards

‘Each organization for management of network shall determine
royalties for:Quantum:-Media foér-edch -of the' above four modes of
explbitationT“iGreativityyf1ébbrﬁandwothef°attiiﬁﬁteéﬂére'ﬁbt
reflected upon royalties. - Royalties are assessed only in terms
of their economic value. Further, the royalties are to pay
regardless of the number of exploiters’ manipulation’ steps

dnvolved:

(5)"* Moral Rights“- .
Prellmlnary ‘consent - to abandon the moral rlghts '1s a

orgaﬁization:for managementfofﬁnetwOrk.*'Théreimay be several

1caSeS?WhehiaWYTexPleitatiﬁefeifmbdifiediQﬁéﬁﬁﬁm-Medie?may*maké
'-1ibélsragaihstw¢rigiﬁa1~Qﬁdntum*MédiawauthorsfifThérefdié;fééCh
organizatioh‘speciaiizedfinWSettEemehtﬁbdeiépﬁtés5SHéllTBe’ﬁéﬁl&e
established in order ‘to protect the affected authors; -and if
. necessary; to ‘execute such duthorities as to: cancel reglstered
‘Quantum Media at their dlscretlon Sent & B

oy Nece331ty for Legislative: Amendment
snnloIntcoexisténcewiththe current ‘provisicns: ‘of ‘the Copyrlght'
Law; . "the: Quantum Media” Protectlon“Law"~shall“be“leglslated in

order.to’ leglslate the ‘above’ new ruleion copyrlght ‘cY¥earance for

Quantum’Media existing in-tHetwork ‘and for ‘thosé downloaded” from
network - for - rnon-profitifiaking’ ‘purposes:With' empha81s on
ensuring. "the'-safety--bff*dealingsp"3fthis- ‘act -shall prov1de
protection for -authors’ Qiantum M&dia éven “in dase of their

 failure to-SHtiefY“the”regiétfaﬁioﬁ700nditibhs"“Fﬁrthéf3?tﬁié'

~.act.shall provide’ gach organization:for: the. author;ty to. cancelMQmmwww.w

Quantum Media :illegally registered on- authors?’ request '“But
secondaryuorulaterunantum~Med1a~already*modlfled“shall“ndt5£e
,Canceled:&but;Jlfmitedﬁftcflbel*accesSEGf?SnIy'ﬁééiZtheii‘&hbde of
exploitation. Any Quantum Media modified ay  be - canceled

~according to.the:decisions of each organizations for settlement
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of disputes only in cases where it might make -libels -against

original Quantum Media owners.
~Incidentally, Quantum. Medla downloaded - from network for

proflt—maklng purposes and created outside network, is: cleared

1n”comp11ance1w;th:the-current provisions of the Copyright Law.

é.f Conclusron

It is expected that further researches w1ll be conducted in

the future and that the things to be dealt with will be cleared
in copyright_clearance for multimedia software. - .To ensure
smocth progress in such copyright clearance, it will be necessary ‘
to meet the three requirements below. .. -

'.(}ln To. obtain identification . information-on copyright QWners..
- First. of: all it is- absolutely necessary.. to  identify
copyrlght OWNEers concerned with whom - you w111 negotlate.:

(2)... To have some prospect ‘f.or‘te_rms and,::.;cqr;i.ciitions.,.-.for;_,1-icen.-se..s
before negotiations v : Cprmes a ol hies

Multimedia software producers must have some prospect for
terms and conditions for licenses ;npordertto.draw:up=the1r
bu51ness plans._ _No such plan .can be -made if there is no clear
prospect for the utility: and.profltablllty of multimedia software
to be produced. . Although such.prospect will emerge naturally
es;an industryrpractice;comes to,form,~anyhow;anpunifiedaoutlet
for copyright - clearance. would. facilitate - uniformityuﬁand
publication of the terms and conditions for licenses.: - Copyright
owners - would also:.welcome  the . publication the terms -and
‘conditions  for licenses, -which would- relieve: them of anxiety

_about their copyrights being illegally exploited. .

'43).:To;ohtain;prelimiuary;information:about the treatment for
: preserving the integrity in connection with the requirement
_1n (2} above. T

Produc;hg‘_ multlmedla - -software. .. .frequently dinvolves
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modification of works exploited-as its materials. ‘While uniform
restrictions on the moral rights may cause several problems, the
rights to:preserve thefintegrity‘still constitute an obstacle to
exploitation of works as méterials.of_multimediaisoftware.'-As
we can not  imagine what kind of modifications are regarded- as
Eﬁagainst‘the:authors’lwill“,.there'iS'nO'alternative way but ‘to
consider.ﬁhether-it'is‘regardedﬂas such wonly from .the outcome
producedtbyamodifications'with,original-works.el
There are .all 'kinds of :works, some being: resolute in

Lrejectlng any modificatioh and others being ready to accept any
modification,; so, we: can-nqt treat: each: works.unlformly.u It«is
atwleast-necessary,choweverfutd-idéntify those :works: which' are
"ready toraccept any modification " ~The trouble with the right
of preserving the integrity could be avalded.bv using these works
7as materials  for multlmedla software: as far as: the situation
;permlts.- : '

arInwprinciple;,it'rests”with”copyright.owners to decide
whether ‘to register their works. Some copyright . owners who are
not loath to accept any modification or wide exploitation: of
their works, will choose to register them to the Digital
Information Center or IndividUal:OrganizatiOnsifor%Managemént_
- of Networks:'where Quantum Media exist: Other*copyright owners
who:- prefer: no modification to more exploitation of their works
"Jwill-keepttd use theexisting copyrightsClearénce*systemS"and
WillJndt desire to use such new- systems. : T

pThus,.there,are_many;difficulties4to‘fadilitate*copyriqht
clearance;f“In~fact‘-a~ concerted ‘effort  issdemanded . of " both
copyrlght owners ‘and. multimedia software producers- toward the
‘construction of new copyrlght ‘clearance" ‘systems.

XL, Broblems with Multimedia Installed in Networks .. -~ -

=-Realizdtibn-Qf;Envirdnment“forTUSeroszultimédia__."'b'
Establishment of copyright handllng centers for multimedia

: oftware -as described in .Chapter ! I requires: construction of

‘databages w;th,enormousrstorage;capaCLtles=and-consolmdatlonyof
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;thefinfrastructure:;Eurther; fnstallation of multimedia software
4n- networks foreasy: interactive: access: by any user at any. time
-absolutely--requires--constructipn*ﬁoffrhighlywannctionalfﬂdata
communications. networks-adaptable to varying data quantities.:
- Needed . for meeting- these. requirements 1s a . technology: for
;compressiongand5expansionyof;digitalxdynamicﬁimagesﬂxdeveloped
by -the Moving Pictures Experts Grbupﬂ(MPEG)); which is now under
consideration-for use=as-atstahdard’fintellectual;propertyﬁrights
- which are: essentlal for realization :of MPEG rare:held by many
‘OWNEers;: S0 the copyrlght clearance will be the bottleneck  There
;seem“to-bewother”varlousAtechnlcal.breakthroughs available)  but
aityrspaleoﬂimaginable:thatawthe“reaiizatibnsofﬁthewenvironment

;forvuee;ofrmultimediafdepend&w%onthether~or*notfintellectual_
property rights on-common:technologiesican be cleared by:virtue

:of. technical standardlzatlon under: proper conditions: FUrther;“

there still remain the problems of: whether necessary. ‘databases
are 0 be: constructed by publlc or. prlvate organlzatlons ‘and how
{to,cove:‘;,the_expenseswfor:constructlonaand»mmantenance‘of
databases ;o ow S i e L s '

;42)u~CopinguwithfCopyrightclnfringement
_ AL major problem .encountered: commer01allzatlon of
_-multlmedla will. be:who: is.to blame. for copyrlght 1nfr1ngement

}@rlsrng «from--distribution...of. works::not+ duly- subjected ' to.

copyright handling in networks where:multimedia are implemented:

_iWQrthyxofynotEminﬁthis;resPectxis}thehjudgmentzpaSSedﬁ@n“the_
frecehtmcasesoffthe=disputewPlayboy.Enterprise'Inc..(PEI)“between

V.. Frena (MDFla, No. 93-489-Civ=J-20).in which Defendant Frena
5pperated:the;subscription.computerfbulletinebdard:serviceL(BBS);
into which compﬁterized’imeges of photographs: copyrighted by PEI
were written. without .permission of PEI. It is not Frena but
__system users: who:wrote:the: photographs 'in glestd

but the .

judgment held:that Frena infringed PEI’s: rights of ‘distribution

~and. . display. . - This  judgment - has. revealed 'that’ part of

responsibility . for . copyright! infrrngementlﬁfalls??bh?ﬂeystem
woperators, -but: a:question remains’ whether: it ds possible for
‘system . operators . to  check.:all  written data Fop copyrlght
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-infringementi” Kpart from COpyright'infringement,'workSlmay also
be miSused. for 'leakage':of individuals’ priVacies or trade
secrets, v1olatlon of publlc order and morals, and slander and
defamation of 1nd1v1duals, for which legal correctlve (remedlal)
measures w1ll have “to- be enacted. to 1dent1fy who are’ to
compensate;for_thelresultlng damage. ' '

All the problems descrlbed in the present paper are future

ones, oOn Whlch sufflclent 1nformatlon for dlscu831on_1s not

available at present. . It 1s the 1ntent10n of .the present

committee to keep track of future trends of these problems and
continue 1nvest1gat10ns on them

Attachments
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Attachment 1

Comparison Table oﬁéNeW'Copyright Hand1iﬁg Ruiésf

Proposal by the Agency for
Cultural Affairs

NProposal by inStltute of

Intellectual’ Propert:.es

‘PfopdsaI by"DAVIS

Center for
centralized

management

The Organlzatlon for
Centralized Management of
Copyright Information
(provigsional name) shall be

“establisghed.

For copyright handllng, the
exlstlng organizations for '
copyright owners shall be
consolidated and expanded in
such a'manner as tc develop an
cocoperation system to allow
exercise of copyrights by
multiple organizations under
joint Signature

‘The Dlgltal Informatlon Center
.shall be established.

Organlzatlons for management of
networks shall be established
to” take charge of management :
and operatlon of quantum :
medla._; :

Registra-—
tion

Reglstratlon shall be made (on
a voluntary basis} under the
conditions established by the
existing organizations Ffor
copyright owners and
neighboring right owners.

the

jCopyrlght owners or nelghborlng
.right owners. shall.
“their respectlve rlghts {on a
‘voluntary bazis).

register

Applicants for reglstratlon
shall consent to exercise only
right of demanding rewards
‘and abandon the right-of

‘exclusion for thelr works to
be reglstered

‘Not dnly‘wdrks but also- any
“data may be registered as
“quantum media by any J.ndlv:Ldual

{on a voluntary basis) provided

-that they comply with the.
‘current provisions of the
Copyright Law.

~other individuals may also be’

“registered with thelr ‘sources
clearly stated.

Data owned by

.Applicants ‘for reglstratlon e
-shall consent to abandon the
“moral’ rlghts. -
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Copyright owners shall

Four modes of exploitation are

Mcdes of Those works handled by any

Exploitation organizations for centralized predetermine the modes of available for selection: (1)
management shall be exploited exploitation of their works at access only; {2) unrestricted
in compllance with their the time of their registration. exploitation including edition
provisions, The other works ' ' and manipulation in networks;
shall be exploited after (3) downloading from networks
negotiations with individual for non— profit-making
copyright owners concerned, purposes; and (4) downloading
At present, it is under from networks for
consideration to grant profit—-making purposes.
. comprehensive licensing for a Any downloaded data shall be
seriesiof exploitation. handled in compliance with the
: : current provisions of the

Copyright Law.
Rovalties At present, it is undex The Digital Information Center Royalties shall be determined

and Rewards

considération to reform
copyright handling based on
decentralization of authority
in such a manner as to grant
comprehensive licensing in
exchange for comprehensive
royalties. .

shall charge and cocllect
rewards from explciters for
payment to copyright owners in
exchange for monetary
compensations determined by
copyright owners.

for each mode of exploitation
by organizations for management
of networks and shall be
payable by the quantity of
data regardless of the number
of their manipulation steps
involved.

Moral Rights

‘owners: concerned.
‘planned to establish

Becausé the moral rights are
not subjected to centralized

management, exploiters. shall....

modify: works after negotiations
with individual copyright
It is

organizations for offering
counsgel concerning Such
negotlatlons

The Digital Information Center
shall announce consent by

authors.to exercise or abandon
‘the moral rights at the time of
‘registration-of’ thelr
‘copyrlghts.~v R i ' -
:In " case of consent to exerc;se,
-exploiters shall® negotlate with
rindividual authors to’procure
‘their permlsSLOn to modlfy e
‘their” ~works.:~ B
:In- ¢ase of ¢o sent ‘to
fabandonment,‘explo;ters may
‘modify works-at - their

discretion to such an extent
that is not prejudicial to the
honor or reputation of authors.

‘| moral rights..

Applicants for registration
shall consent to abandon the
An appropriate
remedial measure shall be taken
against any modification that

‘may be prejudicial to the honor
ior reputation of authors.
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Necessity
for
Legislative
Amendment

None

'fSpeCLal contracts for
-abandonment “of “the right of
;preserv1ng the integrity shall
‘be validated, “or the" scope of

the - right" of preserv;ng ‘the

‘1ntegr1ty is"limitéd*in -such 'a
‘manner ag ‘to be:'valid for -

;modlflcatlon prrejudicial to the
‘honor of ‘reputation of ,
aathors,” -t ST nbe T

"The Quantum Media Protection
Law"” shall be established in
coexistence with the current
pIOV151ons of the Copyright
Law.
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: Exposure '94
= A proposal of the new rule on mtellectual
property for Multlmedla -

‘February, 1994
) Institute_ of Intellectual Property

(Part 1) The New Society Produced by Multimedia
' {omit) :

(Part 2) Proposal of a new mtellectual property
“rule for Mulhmedla Society

1. Points at‘issue -

* Inexploring the suitable rule for intellectual
property in'the Multimedia Socxety it is important
to'balance the 1nterests of copynght owners and of
copynght users. o
- Concermng copynght law, the comrmttee o
should examine the following two points; =~~~
(1) The copyright clearance procedure for works
used in multimedia software, B

{2) The author’s morai rights mrelatlon to
multlmedla sub]ect matter whlch can be easrly
modxﬁed

1.1 Problem relating to Copynght Clearance the
fear of nght ownersandusers o

- 1.1:1 The fear of right owners
- increasing risk of p:racy and the owner s
reluctance to digitize -

- Inthe emerging Multimedla Society, d:gmzed
workscanbeeasxly modified, duplicated and =
distributed. For example, works used as matenal
in multimedia programs can be easily modrﬁed not
only by the producers of multimedia programs k but
also by the end-users. Through elecb:omc networks,
individuals can easily distribute copynghted )
matenal and other information. Under these'

umstances, copyright owners fear that
‘multimedia apphcahons ‘will ificrease the ™"
likelihood of piracy, and are therefore reluctant to

digitize their works. Addlhonallymcopynght B

licensing it is difficult to supervise the licensee and
. ensure that - license conditions are stnctly observed
Duie to these uncertainties copyright ownersare
more reluctant to license their works for usein’
multimedia.

With technological advances, new
opportunities to license copyrights and other
related rights, and to receive royalties from these
rights, have expanded. However, a copyright

T

of users:A-person-who exploits-a - work in’ the' behef

Attachment 2
owner who may be ready to license a protected _
work for use in a multimedia-application cannot

* ‘enjoy the benefits of such technology unlessa
‘copyright clearance and royalty coIIechon system

is estabhshed

1.1.2 The fear of users

1.1.2.1 Expensive and Burdensome Copyrlght
Clearance

Improvements in the reproduction and -
transmission of data such as digital technology and
the developmierit of network systems has made it
possible for users to quickly access large volumes of
information, including copyright works. By '
combining and altering this information i in
multimedia applications we can realize’ greater
creativity ‘in the useot pre—ex1st1ng copyngnt .
works ' S -

'Multimedia apphcahons inevitably involve'
the representation, adaptation and modification of -
copyright works utilized in the program. Under
the current Copyright Act, to engage in such

‘achvmes users imust obtain the ‘consent of the ._ N
‘authors, copyright owners and the ownersof

nelghbonng nghts However, any one multlmedla.
program may involve numerous coPynght owners, .

- and negotiating with these r1ght holders canbe

time-consuming and expensive. The collectiori of

_ relevant information, such as the location of of o

right owners and the status of legal rights mvolves
costs. Even where such information canbe obtamed
it may be prohibitively expenswe to clear all the
legal rights mdependently Furl:her, if one of the '
many right holders refuses to grant their consent, _
an entire multimedia program is then at risk. "~

1.1.2.2 Other factors hindering the uhllzatlon of
pre-existing works

Copyright works used as s material in
multimedia software are digitized and then
d1stnbuted in large volume, across a vast network

that copyright clearance has been duly executed
may be exposed to substanhal legal habxhty by
the actual nght holder ‘

1.1.23 Waste of investment in creating materlals '
"Inthe present situation producers of
multimedia software tend to refrain from
exploiting pre-existing copyright works. These |
producers create the software material themselves
inorder to avoid the burdens and risks menhoned ‘
above in sections 1.1.2.1 and 1.1.2.2. If there would




be an intermediation system for the efficient .
clearance of pre-existing copyright works,
-producers might be able to quickly obtain copyright
clearances and offer reasonable royalties.
However, currently there is nosuch system and
producers are obliged to engage in inefficient
recreation of material and ineffective investment
in multimedia applications.

1.2 Problems related to fhe moral rights, in
particular the right to integrity
Copyright legislation sets forth the- 7
‘intellectual property rights of certain qualified
expressions. These include the right to collect . .
profits orroyalties from the use of protected works
and moral rights - the right to protect the personal
interests of the author. :
" The Japanese Copyright Act ensures the. -
author’s right to integrity. This right preserves
_ the author's expression of thought and feeling as
found in the original work. The law prohibits any
‘modification which is against the author's will..
With continued progress in digital technology,
modification of pre-existing copyright worksis ..
expected to increase sharply. However, if the right

to integrity is strictly enforced, society maynot. ... -

realize the maximum benefits of the emerging

: technology The interactive use of copyright works ;

in multimedia programs would be significantly. .
lumte_d_ In addition, even where the. copynght -
owner consents to the exploitation of a-protected ..

work for a new creation, if modification in general. -

is prohibited the incentives for such a creation
would be greatly reduced.
Specifically, there are two points to be
- examined;

1.2.1 Agreement not to exercise the right to - -
infegrity o

It is of great practical concern whether a
- provision not to exercise the right to integrity is . .
valid or not, when a right holder and a producer of

..multimedia.software. enter.into an agreement for. ...

the explmtahon ofa copynght work. In _
multimedia applications such agreement must be
valid not only for software producers but also '

- software users who modify data interactively. For
this reason, it is necessary to extend the effect of an
agreement not to exercise the right to integrity to
the multimedia users.

1.2.2 The broad scope of the right to integrity
. Asmentioned above, in order to constitute an .-
infringement of the right to integrity, Section 20 of.

Attachment 2

. the Japanese Copyright Act requires that the

modification of a protected work be against the
author's will.
Therefore, even where producmg and using a

. multimedia program would not be prejudicial to the
-author's reputation

, such modification is still
prohibited if it is against the author's will.

2. Consideration
2.1. Points related to copyright clearance |

2.1.1 The need for the collective administration
system of copyrights .

_ . Inorder tosolve the aforemenhoned fears of .
both the owners and the users of copynght and to |
secure the steady development of the Muitimedia

Society, it is necessary to establish the approprlate |

rules for the explcutatlorl of copyrlght works. .
Establishing a collective admuustranon center is
needed to provide information oncopyright- -
material and those nghts related to protected

“works. -
Establishing such a center would be beneﬁcml

to both copyright owners and multirnedia users.

~ With greater opportunity to license their rights,: G

copynght owners can expect to receive even more :
royalties. They will also beable to control their
rights more efficiently. For multimedia.users, as-
more expedient copyright clearance is realized,
they will have an incentive to create new works by
utilizing pre-existing material. '
~ Copyright holders, multimedia producers and
program users will all benefit from such a system. .

An admm_lstratlon_ center will promote the just and
fair exploitation of "cultural products” and_

facilitate the development of a newly-born ..
mulhmedla mdustry '

 However, accordmg to the Berne Convenhon, of
which Japan is a member, the enjoyment ofan .
author's right cannot be subject to a formal _f1_1__1r_1g _

system. Unlike patents,-there.is' no exhaustive .. ...

e e T T, T T

administration system covering copyright = . .
material. Under the no-formahty system, -
reg15tratx0n is not obhgatory to realize copyrlght
protection. Therefore, the deposit of copyright -

~ material and the collection of information thereof

at a collective administration center mustbe
voluntary.

2.1.2 Primitive measure for a collectlve

: admlmstratlon center

Users would not be interested i ina collectwe
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‘administration center, if the selection of copyright

works is unattractive and the exploitation of these

works is unduly restricted. If unpopular with users,

right owners could not expect to generate greater
royalties and would have less of an incentive in
consigning the administration of protected works to

. the Center. With fewer registrations, there would

be fewer users accessing the center. Toavoid sucha
vicious circle, and to facilitate the Multimedia

~ Society, the collective administration center must

reflect the features of changing technology and
attract both right holders and users.

For example, it is necessary that copyright™*

holders receive a sufficient increase in royalties for
licensing their works. Togive even greater
incentive to right owners to register, it is
worthwhile examining a colleciive administration

- . center which can issue warnings or take other

necessary steps to help prevent the unauthonzed
-use of registered works.’

"+ The eenter should cover the reproductlon, '
modification and other methods of exploiting
registered material.- In order to promote the

. registration of works, there also should be the |

opportunity for copyright holders to impose
- conditions on the way a protected work may be
utilized when granting a license. -

Plagiarized deposit or false information asto
copyright works will prejudice reliance onthe -

collective administration center. This may subject

the subscriber of the center to the risk of legal -
action by the real copyright holder. It is worth -

‘c’onsidering some measures to solve such problems.

[reference]

The cost of de51gmng a database for the
collective administration center, which would
cover items such as music, film, photographs etc;,’
is likely to be expensive.

Currently there are similar collective
administration systems for particular forms of
protected works, such as JASRAC for music. There
are also filin-agencies; which purchase copynghts
to photographs from copyright ownersand =~
 collectively administrates these photographs for"
commercial use. Moreover, the distribution of
computer programs and music has been increasing in
recent years through the use of electronic networks.
Inaddition, libraries storing software, image and
texts are today accessible through one's personal

. computer. For example, in the Nifty-serve, 110, 000

items of texts, computer programs, music data or
stlll unages are ava1lable to subscnbers '

| Attachment 2
2.2 Problems Related to Moral Rights (the Right to

Integrity)

Moral rights are de51gned to protect the

personal interests of the author. These interests
'should not be sacrificed in exchange for
-technological advancements. It is necessary to

explore a solution which both ensures technological
development and the protection of the author 5

' personal interests.

221 The Berne Convention

The Berne Convention recognizes the author s
right to object to any distortion, mutilation, or
other modification of, or other derogatory action in
relation to, a protected work, which shall be
prejudicial to the author's honor or reputahon
(Arhcle 6bis of the Convention). _

There is ro provision in the Convention =~

concerning an author's waiver of the nght to

mtegnty

222 Legislation in Other Countries

2.2.2.1 United States of America . - ‘

~ Inthe United States, before the amendment of
the Copyright Act in 1990, neither state nor federal
law systematically recognized an author's moral
right to control the use of a work beyond the
copyright itself. However, Sectxon 43(a) of the
Lanham Act, common law doctrines relatmg to
publicity, contract law, pprotection against fraud
and defamation, and some state statutes

~ substantially approxmate the protectionofan

author's moral rights.

For works of visual art, the 1990 amendment of
the Copyright Act includes a prov1s1on onthe ~
moral rights of anauthor. According to Section 106
A, the distortion, mutilation, or other mod1f1cat10n
which is prejudicial to the author's honor or
reputation constitutes a violation of the right to
integrity. This nght may be waived, however, if

_ the author expressly agrees in a written instrument

~specifically ‘identifying the work; and the releva_n_.
uses of that work to which the waiver applies. -

2.2.2.2 United Kingdom

Only recently has the United Kingdom
recognized the moral rights of an author. Section 86
of the Copyright, Designs and Patents Act of 1988
grants the author of a copynghted literary,
dramatic, musical or artistic work, and the director

~ofa copyrighted film protection from havmg }us or

her work sub]ected to derogatory treatment..
Pre1ud1ce of the author's honor or reputation is
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construed as a requirement for the infringement of a
‘moral right. Section 87 provides that this nght
may be waived, and if the author's waiver is made
to the owner or prospective owner of the copyright

in the work, it shall be presumed to extend to his or

her licensees and successors in title unlessa contrary
1_n_tent10n is expressed.

2223 Germany .

Section 14 of the German Copynght Act
stipulates that the author shall have the right to
prohibit any distortion or any other mutilation of a
work which would prejudice the author's lawful
intellectual or personal interests in the work. .
‘While the Berne Convention focuses onwhlch
modification shall be pre]udlmal to the author's
honor or reputation, the German Copyright Actis .
construed as placing greater importance on the
protection of the author’s intellectual or personal _
interests ina work.

2 2.2.4 France

Section 6 of the French Copynght Act of 1957
- states that the author shall enjoy the right to the
Tespect of his or her name, authorship- and work.
" Ininterpreting the Copyright Act, the court -
held that transforming a 1950's black-and-whlte
- movie into color for a television broadcast thhout
the author’s consent violated Section 6 of the . _
- Copyright Act. With respect to anagreement .
‘waiving the right to the respect, the court ruled

- that everyone who is accredited as an author shall '

have a right to respect and cannot consent to the
mutilation or injury in advance.

'2.2.3 Direction of poss1b1e solutions g
- With due regard to the Berne Convention and

the leglslahon of other countries, either of the

“following revisions should be made concerning t the

author's right to integrity:

i) clarification of the validity ofan agreement not

to exercise the nght to mtegnty and extension of -

such ANAGTEEMENL,, .o o st b
or

i) restriction of the scope of the right to integrity,
from acts against the author's will to acts
prejudlcmble to the author's honor or reputahon

2 231 CIanflcatlon of the vahd:ty ofan -

agreement not to exercise the right to mtegrlty
By not mentioning the validity ofan .

: agreement not to exercise the right to 1ntegr1ty, the

- Berne Convention leaves this point to the

. discretion of each contractmg country. It should be

s ThE Multimedia. Comrmttee proposes the

a collective administration centermwhlch
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clarified by domestic legislation that an agreement
not to exercise the right to integrity is valid,. - -
consistent with the United States and the United.

'ngdom Of course, the right to integrity shall be

protected against modification which is

prejudicial to the author's honor or reputation. ...

Addmonally, users may modify digitized .
works exploited ina multimedia program, as well:
as producers who hav_e .obtained the author's - -

- consent. Therefore, it is required that the effect_.of_

an agreement not to exercise the right to integrity.
extends to licensees and successors in title. of the -
contracting parties, including multimedia. users,

.unless a conirary intention is expressed by the:

author.

2.2.3.2 Restriction of the-scope of the.right to . .

integyity
Consistent with the leg:slahon of the Umted

 States and United Kingdom, the right to integrity

in the Japanese Copyright Act should be restricted
to acts which are prejudicial to the author’s honor
or reputation. While the current stipulation in the
Copyright Act may be construed as restricted to.
modification which is prejudicial to the author's -
honor or reputation, legislative clarification is
desirable. Such a clarification will maintain -
Japan's conformity with the Berne Convention and
will not disturb the harmony of intellectual
property law with foreign countries. :

3. Proposal

Taking into account the above study, the
Multimedia Committee proposes the following .
rules of intellectual property for multimedia: -

i) Establishment of the Dlgltal Information Center
and

i) Revxslon of the nght to mtegnty

3.1 Establishment of the Dlgltal Informat[on
Center

establishment of the Digital Information Center as

information related to copyright works is readlly

accessible and copyright clearance canbe
_.efflex_ently realized.

3.1.1 Outline of the Digital Information Center- -

. The right holder voluntarily registers his or
her copyrights and the relevant neighboring rights
at the Digital Information Center. Through the-
Center, copyright holders can license their rights to

—334—

o F e,

[
.
;‘
b
H
e
N
L
'
v

;
it
i

IS

Y

f.
5
¥
?:
L
%

A

U VU SO N PSR S R S



H

e L e AN ot S e 7 et T et e e

risnot required:

~ others for multimedia use, such as the digitization

of works and modification of these digitized works.
The Digital Information Center collects a royalty
from the users onbehalf of the right holders and
reimburse the registrants. The registrant may also
impose licensing conditions. For example, a
copyright holder may restrict a license to only
reproduction.

The Center also offers relevant information as

- to registered works, including a description of the

work, the name and address of a right holder,
royalty fees and licensing conditions. _
Assistance by technologies in measuring the

. frequency and extent of use and the protection from

-unauthorized exploitation is necessary for an
efficient copyright clearance system. The Digital
‘Information Center can provide sucha system.

i) sub]ect of registration

Copyrights and those nelghbonng rights

related to the works which have been made public

or which the author has consented to making public
are subject to registration.

ii) registration
a) registrant -
a holder of a copyright or neighboring
right
"~ b) conditions of registration
The registrant shall consent to a right to
.renumeration with respect to, but not to seek an
injunction against subscribers licensed through the
Center, provided that he or she observes the

-licensing conditions.

c) right to integrity :

A copyright holder shall notify the .
Center when there has beena consent not to exercise
the right to integrity by the author. The Center
shall then make a public announcement of this
‘point. When the right to integrity is restricted
merely to the acts which would be prejudiciable to
the author's honor or reputahon, this arrangement

Attachment 2
users shall obtain the consentof the author ~
mdwrdually when modrfymg the work

iv) collechon of renumeration

The registrant shall consent to a right to

renumeration, rather than a right to license, in_

relation to person who are licensed by the Center,
as far as he or she observes the condition of license.
The amount of royalty shall besét forth bythe -
registrant’ The regrstrant may choose the way of
payment, 'such as a running royalty ora lump-eum
royalty.

v} information as to copyright
The Digital Information Center offers
information cmreglstered works, mcludmg a

description of a reglstered work; the name and

addressof a ‘r;gm. ou.uer,' rayauy LEGS aud hcer.smg
conditions.” T

3.1.2 measures to be examined for promohon of the
Dlgltal Information Center

The Committee raises the following measures
for further examination to ensure efficient and
intensivé utilization of the Digital Informahon -
Center o

iya measure creatmg anmcenhve to nght holders

to regrster his works

- Besides securing the collechon of royalty- fees
addrhonal measures are required to increase the -
incentive to register a work at the Digital
Information Center. For example, further
consideration should includea measure enablmg
the Digital: Information Center to issueé wammg of
intellectual ‘property violations ‘'onbehalf ofa”
tight holder or to take other necessary steps =~
against unauthonzed uhhzatlon of reglstered
WOI'kS e EER

i)-a measure to promote dlstnbutlon of dlgltal _
data -

iii) mode of exploitation

Where the author has given a consent not to
exercise the right to integrity, the users may
modify works which have been licensed through
the Digital Information Center, as far as such
modification would not prejudice the author's
honor or reputation. The users must observe the
licensing conditions imposed by the registrant.

Where the registrant has not obtained a
consent not to exercise the right to integrity, the

| 'holder registers a work at the Digital’ ‘Tnformation

~Where a person who is nota. valid_ r1ght

Center, a licensee may be exposed to risk, despite
the administration by the Digital Information
Center. Measures avoiding sucha problem should
be examined in order to secure the distribution of
digital data. - -

jii) ‘a measure to secure rehance onregrstrahon at’
the Center

Plagiarized registration;:w}ﬁth an unentitled-
person falsely or fraudulently registers a work a't
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the Dlgltal Information Center will prejudicethe.  ..oiov0 ol v mn i e f :
security of the Digxtal Information Center. TS B I RLE R AL S IER i
Measures to addressmg sucha problem should be
considered. SR

3.2 Revision of the provision onthe right to .-
mtegrlty

.. With due regard to the correspondmg
pr0v1s1ons of the Berne Convention and the .
legislation of other countries, the Mulhmedia :
Committee proposes that either of the foﬂowmg
revisions be made. e

3.2.1 Clarification of the validity ofan agreement
not to exercise the right to.integrity.. f
It should be clarified that an author may agree _
not to exercise the right to integrity with respect to
',_contractmg partxes .This agreement should be .-
“valid as long as it would not prejudice the author s,
honor or reputation.. The effect of such an
agreement should extend to the licensees.and..
successors in title of the conb:actmg party, unless a
contrary intention. is expressed ‘

3.2.2 Reetriction to'-t'he scope of the right O
: 1ntegr1ty
The scope of the right to integrity should be
. restricted to those acts which would be prejudicial
to the honor or reputation of the author.  Ini tially
this proposal may berestricted to works in digital
‘form because such works are easily modified. ... -

4. Ruie-makmgm exposure style : :

Many parties in different areas are mtended in-
developmg the appropnate intellectual property:
rule concerning multimedia. A further interestis in
ensuring, international conformity. Discussions.
should be made among both domestic and
international parties involved in multimedia.

The Institute of Intellectual. Property publicly .
announces this proposal as basis for such discussion. T L I e
~-Weinvite-opinions and comments from all-sxs - g e o B

interested parties. _
Schedule
February 1994 Pubhc release of Proposal _
‘March  Exchange of opinions with some . - {
- interested parties in foreign §
countries :
April 7 . International Symposium held by LI TR ST It T R {
' " the Institute of Intellectual .~ . . Ce o Tefeny el Do oot L e ' \
T -Property oeE B : '
May31 =~ closing of exposure {
h

—336—



‘ ~ “Attachment 2
Members of the Multimedia Committee - . :
(chairman) Nobuhiro Nakayama; Professor of Law the Umversxty of Tokyo L
(members)l-{ldetaka Aizawa; Associate Professor of Law, the University of Tsukuba
Tomonori Aoyama; Executive Manager of Intellectual Property Department, NTT Corporahon
Masaharu Ohashi; Attorney at Law, Okazaki, Ohashi & Maeda . . -
Akira Kokaji; Director of Intellectual Property Center, Matsushlta Elecl:nc Industnal Co Lid.
 ‘Keiji Sugiyama; Attorney at Law, Harada, Uchida & Sugiyama
.Katsuya Tamai; Associate Professor of Law, the:University of Tokyo R
Yoshiyuki Tamura; Associate Professor of Law, the University of Hokkaido =
“Shigeki ‘Chaen; Associate Professor of Law, the University of Osaka =~ '
‘12 'Kensuke Norichika;- Gerieral Manager of Intellectual Property Division, Toshiba Corporahon
. Teuneo Matsumoto, Professor of Law, the. Hitotsubashi University . . -
‘ 'ESh:geru M1k1, Attomey at Law Miki & Muromacl'u .
27 “Naoki Mizutani; Attorney at Law, Mizutani Law & Patent Office
Katsuro Yamaji; Vice Group General Manager of Legal and Industry Relations Group, Fujitsu Ltd.
Masao Yosh1da, Attomey at Law, Uekusa & Yoshlda L _

Membem of the Sub-Comnuttee b :
(chan'man) Masao Yoshlda, Attorney at Law, Uekusa & Yoshlda
(members)Yunko Inoue; Lechirer, the Umvermty ‘of Tokyo Co
Hiroshi Kuranaga; Associate Manager of Patent & Trademark Group, N‘IT Corporahon
Shunji Shinohara; Manager of Legal Division, Fujitsu Ltd.
Keiji Sugiyama; Attorney at Law, Harada, Uchida & Sugiyama
- Katsuya Tamai; Associate Professor of Law, the University of Tokyo = * -
..+ Yoshiyuki Tamura; Associate Professor of Law, the University. of ‘Hokkaido, :
" Shigeki Chaen; Associate Professor of Law, the University of Osaka . .
' Akihide Nakamura; Manager of Licensmg & Business Support Dept ‘Matsushita Eleclnc
: Industrial Co., Ltd.
Naoki M1zutam, Attorney at Law, Mizutani Law & Patent Office.. .
Kiyonori Mitsunushi; Manager of Intellectual Property Dw:smn, Toshlba Corporahon

—337—




v :-Attachment 3
Summary of Case : Playboy Enterprises Ino;*v:”-Ereha‘KDgﬁEla}”fﬁ
9 December 199311”. R R L SR R I T
[ Outllne of Case ] _ .
“ " Defendant Frena operates a subscrlptlon computer_ bulletln
board serV1ce,-r"Techs Warehouse .BBS “(BBS}". = BBS an
information 'network system whlch enables';itfi operators or
_subscrlbers to upload'varlous data from'thelr'termlnal ‘equipment,
to the database of BBRS or’ conversely to download data from the
database to thelr termlnal equlpment through telecommunlcatlon
h;llnes : ot BE ' ' ' i+
In this case, since a certain subscriber uploaded the data
of computerized pt hotographs copyrighted by Playboy Ent erﬂriens'
Inc. (PEI) to the BBS, and the data was dlstrlbuted to many

:'unspecified,subscribers, PEI prosecuted Frena for lnfrlnglng 1ts:¥
~copyright. ' '

[ Points in DisPute.Jfof.“"‘

fDefendant “Frena
1nfrlnged PEI's copyrlght ;the followrng pornts are ln dlspute"

As the ‘criteria’ for judglng whetherﬁ

(1) Whether Frena accessed the work whose copyrrght wasr
alleged to be 1nfr1nged .
(2) Whether the work in question is substantially identical with
the registered digital data (computerized images).
_(3) Whether the act of the defendant violates the legal
provisions for protection of copyrights.

(4) Whether the defendant is eligible for the provisions for .
fair use. |

.On_the above. points in dispute,. . theWCQurtgjudgmentswand_“_

their grounds are outlined below
With respect to (1), there is no dispute.

With respect to (2), the Court has judged that there is no
dispute, The work is found to be Substantially identical with
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the photos, -except the :written words and: characters *have: been
removed from the work. - PR A o : ‘
With respectQtO'13);ftheﬁC0urt‘haS$found thats Defendant

Frena’s act violates the provisions of 17 U.S.C. Section 106 (3)

(the: right to distribute) and (5} (the.right to display):..

;The'"rightfto distribute" is::defined as an:exXclusive right
to «"distribute :to the :public: by sale  or . other' transfer .of
anership;aorfby:rentaL,Nlease,wor:lendingaﬂ - The .Court - has
_judged that there is no.doubt  that Defendant: Frena distributed
PEI’s copyrighted photos to BBS subscribers. '

With respect to the "right to:-display,;" the Court has found

that *display™ covers any-showing of a:"copy" of the:work even

indirectly (by means of a film,slide, or any: other device) ahd

that it goes without saying that:showing on PC screen: through BBS
in this case'applied to "dispiay"-stipulated-in the provision of
U:8.C: section 106 (5) . Further, the Court has judged that such
showing:also: applies to: publication, which is" one of" requlsltes
_for "the rlght tosodisplay", ~pointing out: that' many':and

unspecified SubscrlberSfcanuinSPect-andsdownload thedata from

database: through BBS.. . i:nois

+ . With- respect: to (4), the Court has judged that:there is no
room for -application of the provisions. for Fair Use (17 U.S.C.
Section 107) and ‘that’' the provisions- of:Fair Use are applied to

works: copied -or -duplicated “for the ‘purposes’ of  criticism;,
comment, newsreport, education " {including textbooks),

scholarship, investigation or “research, “and ‘not ‘to those of

commercialization or entertainment: - Th& Court has Jjudged;

therefore,'that-thE‘actrof-Defendant:FrenaAShouldfno Toom to be’

;fﬁeligiblewforwthewproVisienﬁwoﬁgEaiaaﬂse;;mw

Meanwhile, Defendant Frena has alleged that his conduct did
not apply to infringement on PEI’s copyright because it ha's been
caused-neither on. purpose nor due to negligeénce, but the Court

‘has pronounced that:there is no need to.- apply the principle of
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negligence. . Based on these judgments on all the points in
dispute, the Court has concluded that the act .of Defendant Frena

constitutes-an infringement on PEI’'s copyright. .

. The Court also-'judged- that Frena has infringed PEI’s
registered trademarks PLAYBOY ™ and PLAYMATE ® in the light
" of ‘the fact that he has used them in the file name “for the
database ‘of BBS. .- In relation to this fact, the -Court has also
found that Frena violates. the provisions of Section 43 .(a) of'the
 Lanham Act (-the removal of PEI’'s trademarks from the photos.)

1;Opinions on. Court Judgments }

As .a.-critique -against -the above: Court: judgments, "the
“follow1ngs are - pointed .out ~from: journallst and. people of
experience. and -academic - standlng : ERCEEIN ;

'(1) —In'thiS'caSe, fhe-pfoblem is seriouéiin'point'of-that the
service operator was judged. to have. 1nfr1nged copyrlghted works
although he has never reglstered nor managed’ them, 7
Assuming that service operators or:providers are . charged |
with the fﬁll responsibility for checking ralY¥ . uploaded: works
whether they are legally registered without applicating the
- principle of;negligehce,-there;will~be.muCh danger of stagnating
their services. - - To. the contrqry,.fexcessive‘ management . for
registering works makes subscribers hesitate: in using those
: SeIVices)“ In,these;respects,-the.Court"judgménts;are»criticiZed;

-{2) - The reason of. judgement for Frena's copyright infringement
should have depended upon the fact that he have used the. PEI’s
trademarks a file'name.and have removed them from photos without

';PEI’S consent,.. thwasWtheMCouxiwhasugud95d,H

Reference Literature: - _ - S : S
- BNA’S _PATENT, TRADEMARK ''& COPYRIGHT - JOURNAL VOL. . 47
 "COMPUTER - BULLETIN BOARD’S USE OF PLAYBOY ' PHOTOS 3WAs
INFRINGEMENT" Status of Copyright. ‘Handling =
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= This paper focuses upon the NAFTA mteﬂectual property prows:ons NAFTA
~~-is the sum of the effort to create a North Amencan free trade zone. NAFTA
-f"creates a mrmmum IeVeI ‘of mtellectual property protectron that all member_ '
__",.'_countnes must meet S

2-3A

Tltle
COMPARISON OF POST- NAFTA iNTELLECTUAL PROPERTY . LAWS IN THE
UNITED STATES MEXICC AND CANADA ' :

Date: - o
October 1994 (25th Plenary meeting at Hamamatsu)--' _

a}- Source PIPA - .

Authors: i

"’-*Keyw«:rds L R S '
'NAFTA, PATENT, TRADEMARK COPYR!GHT TRADE SECRET LITIGATION

‘ Statutory Provisions: ' _

North American Free Trade Agreement United States, Canadian and Mexican _

,""'Inteilectual Property Laws, Berne - Conventlon, ‘Geneve Convent:on, Paris
"Convention, lnternatlonal Convention for the Protectlon of New Var:etles of
. Plants : :

Abstract C

':""The mtellectual property provrsmns |n NAFTA cover copyrlghts, patents

. _trademarks, Iayouts in semlconductor cwcmts, trade secrets, plant varieties,
" geographical mdlcatlons, and’ mdustrlal deS|gns NAFTA estabhshes broad

""'gwde!ines regardmg the ‘minimum level of protectlon for each of the above

' listed rights. This minimum level of protectlon is much h:gher than |ntellectual

- property protectlon typlcally found in developmg countries.

Each country may meet the minimum level of protectlon in the manner it
. .chooses.. Also, NAFTA .grants certain exceptions to each country regarding

protectlon of ‘some mtellectual property We have . attempted to- |dent|fy the

o Mexrco rema n substanually oifferent
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COMPARISON
POST NAFTA INTELLECTUAL PROPERTY LAWS

in the .

UNITED STATES, MEXICO AND CANADA

- This paper provides an overview comparison of the intellectual property laws in the
United States, Mexico and Canada since the enactment of the North. Amerlcan Free
Trade Agreement (NAFTA)." NAFTAis an agreement signed by the Umted States,
Mexico and Canada with the intention of creating a "free trade” zone. NAFTA
mandates a minimum level of intellectual property protection in all member countries,
as well as requiring membership of the United- States, Mexrco and Canada in four
significant international intellectual property Conventrons The member countrres can
enact more, but not less, extensive protection of intellectual property rlghts than are
- set forth in NAFTA.? One of the results of NAFTA was to raise the standards of

intellectual property protection :in:Mexico-and.Canada:to a common levei wrth the
United States.* :

. ) North Amerrcan Free Trade Agreemen (July 1992) effectlve January 1,
'1994 avallable in LEXIS Genfed library; H. Doc. 159, 103d Cong 1st Sessron Vol.
1, 713 11993); and H.R. 3450 (NAFTA Implementatlon Act) C :

z NAFTA mandated that Canada, Mexico and the United. States be
members of several treaties, including the Berne Convention for the Protection of
therary and Artrstlc Works, (1971) (Berne Conventlon), Geneva Conventlon for the
Protectnon of Phonograms Agalnst Unauthonzed Duphcatron of their Phonogram

1971, Paris_ Convention for the Protection of Industrial Propertv, 1883 as revised
- 1967, and the International Convention for the Protection of New Varieties of Plants,
1978 or 1991 ("UPOV"). To date, the signatories to NAFTA have complied with this
requrrement except Mexnco whrch must make every effort to comply with the UPOV
(1978 or 1991) as soon as posmble and . Canada must move from the 1928 (ROME)
level of the Berne Convention to the 1971 level. The Unlted States isa member of
these conventlons W|th the most recent membershrp in. the Berne Conventlon being
approved by the U S Congress in October, 1988

3 Id at Artrcle 1702

R D\ Canadian'scholar of intellectual property- and'its economic impact rated
' the pre- NAFTA mteliectual property systems of the United States, Canada and Mexico

intellectual property in these countries. Robert Mi: Sherwood, Intellectual Property and
Free Trade in North America, Centre for International Studies, University of Toronto
, (November 1991).
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Despite‘the increasing commonality between intellectual property laws of the three
NAFTA ‘countries, -it .should :be-recognized that other -laws, such.as-contract or
investment laws, and: the‘legal pracedures.of the various countries for enforcing the
laws, are:different and will effect.an attempt to enforce.intellectual property rights in
“the respective NAFTA countries~Furthermore, NAFTA is not designed, and;_g;l_e:e;s not,
" harmonize the intellectual property:-laws of the United States, Mexico and. Canada.
- Indeed, there are numerous exceptions for: each member -country to the provisions of
NAFTA.

Because significant differences still remain in the intellectual property laws of the
member countries, the manner in which the intellectual property laws of the United
States, Mexico ‘and Canada sstill differ is:explored in this paper.. .The-first section of
- this:paper addresses:major provisions :of NAFTA that:.are commonly. implemented in
the three member countries. :In the second. section, 'specific ‘attention is focused on
the effect of NAFTA :on intellectual property rights. in the. United States. Third, the
effect:-of NAFTA on the intellectual:property.laws-in Mexico:is set forth.. Finally, the
laws ‘in ‘Canada following enactment: of NAFTA -are reviewed.  First, the general
provisions of NAFTA and.United States.intellectual:property.are daecuseed. The laws
of Mexico and-Canada:are: discussed to the: extent that they differ from |ntellectual
.property laws in the: United States:: R I PP P

MAJOR PROVISIONS OF NAFTA

: :-:___.':1nteilectuai property is; defmed in: NAFTA as cepynght and related rights,
trademark rights, patent rights, rights in the layout of semiconductor circuits,
trade secretrights, plant breeders’ rights, rights in geographical indications; and--
industrial design rights.® Each of these topics.is defined and:discussed as
appropriate below. '

~Afocus of NAFTA is 1o attempt to have all people from the member countries
i treated equal|y under the laws of each member: country Putanother way, each -
member country is required to accord the nationals -of ‘othér member countries’

. no less favorable treatment than is given to its own natlonals w:th regard to -

protecting and enforcing intellectual property rlghts Ll

.- The apphcatron of. NAFTA prowsmns are generally on|y prospectlve and are not
retroactive.” Thus, its rules are not tmposed on the member countri

s '-'North Amencan Free Trade Aqreement Artlcle 172‘1 paragraph 5

¢ NAFTA Artlcie 1703(1) - (4)

1 .ﬁ.;,_._,_'-;ad at Article. 1720, T S RO
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“‘the pertinent - dates - of ' its “provisions, -with" -the . following - exceptions.:

" Applications for registration of intellectual property rights pending on the date
T L NAFTA is-enacted are entitled to be amended:to claim any greater protection:
¢ provided by NAFTA.? ‘Also; in any suits pending under NAFTA implementing
. "ieg'i'siation, but before NAFTA is ratified by the member country, the property.
" owner-is subject to- the :limitations on:remedies-in NAFTA prowded thatf

“‘gquitable’ renumeration-is made for-any infringement. 9

LR '-The startlng pomt for copynght protectlon under NAFTA is that aII'
" miember countries must extend copyrightprotection to all works covered:

* by Article 2 of the Berne Convention:'®: Article 2 requires the protection
~of “literary “and " artistic: ‘works:including ’ translations, ' compilations,
- dramatic- works; cinematographic:and like works, drawings, paintings,

" architecture, sculpture, maps and three dimensional works.: NAFTA also

- ‘provides that each 'member: ‘couintry must ‘protect works for 50 years
- from the first publication-or, if not published: within-50 years from the
making of the work, 50 years from the making of the work.'" - o -

~ Significantly, under NAFTA all computer: programs are’ protectable as.-

. literary works or compllatlons, provided that the data itself is not subject
" “fo copyright protectlon Data compliattons such as databases, are also

cotoendat 'A"rtiCIe:‘!-'f720-(7r).: ST

9 Id. at Article 1720(4).

oo | '15' ,H.'The Berne Conventton for the Protectlon of Ltterar and Artlstxc Work .
: (1 971 ) (Berne Convention). .

o NAFTA Artlcle 1705(4)

) 1,,?, . The specnﬁc prowsnon states:
Each party ‘'shall protect the works covered by Artlcle 2 of the Berne
g _Conventlon In particular:

(a) all types of computer programs are literary works within the meaning of :

the Berne Convention and each Party shall protect them as such;.and ..
(b} compllatlons of. data or other. material whether |n machlne readable or

constitute mtellectual creatlons, shall be protected as such

The protecticn a Party provides under subparagraph {b) shall not extend to the data

- or materlalrltself or p_rejudlce any copyright subsisting in that data or material.
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protectable under NAFTA.  Similar to the existing law in the United
States, the protection of databases protects only the arrangement of the
: database not the data |tse|f 2o i .

There has been concern recently over stores that rent computer software

“or sound recordings: to. customers implicitly for ‘the purpose of the
customer copying the work. NAFTA gives the owner of the copyrightin

a work the right to prevent the rental of computer programs and sound

.+ _recordings.'® Therental prohibition entitles the rightholder to obtain relief
against the rentor despite the fact-that.the rentor purchased its copy
legally. This provision, however, was not written to apply to software

- distributed before the enforcement.date of NAFTA: '

NAFT A:also directly addresses decoding. of encrypted satellite signals.'®

Criminal sanctions - and civil _liability: -must be imposed for the

“ manufacture, sale or other disposition of unauthorized satellite decoding

devices used to capture and decode encrypted signals without paying the

_appropriate iicense or subscription fes. A!so_, each member country must

. make :it-a ‘civil- offense. to . receive; in connection: with commer'cial
z"actrvrtres, and/or redrstrlbute srgnals decoded w:thout a license.’

LB Trademark

T The provrsrons of NAFTA relatrng 10 trademarks are probably the least
i ccontroversiat of the intellectual property: provisions:: A few of the basic
provisions of Article 1708 of NAFTA are:as follows:. ...,

1.7 "Service:marks' -and famous marks'® are protected;

NAFTA, Article 1705(1).

o NAFTA,; Articles-1705(2}{d) and ,:1_-706'(:.1 ME)oo o e e
*  Id. at Article 1707. '

R U Id

b Service marks are words, symbolsw or other devrces capabie of
distinguishing one party’s services from those-of others. -Service marks are: treated
' under NAFTA rdentically to trademarks NAFTA, Article 1708(1). :
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: ?2.»"-'*?!'l*Opposmon proceedmgs may be provsded for

3. Where |dent|cal marks are used on rdentlcal goods, a
Irkehhood of mfnngement is presumed to exrst

40 The term of regrstration is at Ieast ten years and indefinitely
ET ‘renewable,r S :
FREN TR 'A mark may be deemed abandoned for at Ieast non-use for

two consecut:ve years SLIEET 0 e
6. '1.a"3:No compulsory Ircensmg of trademarks is permltted

tavio 70 Geographically - misleading - or mrsdescrlptlve marks are
S J-‘precluded from reglstratlon i L

“’Patent SRS f'~

i member ¢ountries.: To 'thisend, ‘NAFTA states that patent protection
. must be available for all fields of technology, with the following
exceptions, ‘as desired: inventions that would injure the spublic,
environment, animal or plant life; diagnostic, therapeutic and surgical

- ‘other than micro- organlsms, -and: essentnaliy bsologrcal processes for the
productton ‘of plants or animals.? s TS

NAFTA provides that the duration of patent rights in member countries
siighall'extend fortwenty years from the date of filing or seventeen years

18 Famous marks are marks that are well-known to the public.  Famous

marks are determined based on knowledge of the mark in the relevant.sector of the
public. Member countries must protect famous trade and service marks, regardless
of whether the marks are. used or registered in the territory: where: mfrlngement is
occurring. -

12 The member countries agreed to proteot '-rig‘htsﬂ in 'geographical
|nd|cat|ons, and to prevent the use or reglstrat:on of mrsleadlng or otherwise unfairly

fNAFTA is de51gned to strengthen rntellectual property rlghts in the

“methods for:the treatment of humans or:animals; plants and animals

Id at Art;cle 1709(1) (4)

=346~




from the date of the patent grant.”’  However, there are certain

exceptions to these time limits, such as for delays in obtaining regulatory
approval of a product.?? NAFTA also provides that all three member
countries must make patent rights available "without discrimination as
to...where the invention was made and whether products are imported
" lor'being produced“ 23 As discussed below in Section [I{C), this provision
“*"has resulted in ¢hanges to the United States laws, speclflcally the older
version of 35 U.S.C. Section 104(b), which did not recognize inventive
effort outside the United States for eStabliShing a date 'Of invention.

o -NAFTA also addresses provmg infringement of process patents In the
““past, it was difficult to prove that a process patent was being infringed
~‘bécause-simply vrewmg ‘the product was incongclusive and access could
“not be had to the process for making the product. NAFTA addresses this
~problem- by giving the holder of a process patent the rlght to presume
-'--|nfr|ngement of thelr process in certaln cwcumstances Specifically, a

“is presumed to have been’ proouceo by the pmenteu-'prccees, absent
" proofto the contrary.?* Thus, the accused mfrlnger bears the burden of
-showrng that its process is non-infringing onceit-is shown that the

S accused product is the: same as that produced by the patented process.

NAFTA also specmcally assists the pharmaceutical and chemical
industries with respect to products undergoing testing . and
.. development.” Under NAFTA, member countries must provide inventors
. of prewously unprotected pharmaceutrcal and _agricultural chemical
‘products with the means to obtain patent protectior for the unexplred

e patent terms in the member countries are: Canada - for appilcat:ons filed
prior to October 1, 1989, seventeen years from grant and for applrcatlons filed on or
after October 1, 1989, twenty years from grant; Mexrco twenty years from filing; the
Unlted States - seventeen years from grant.

AU party may’ extend the term of ‘patent protection in certain cases to
'compensate for deiays caused by reguiatory approval processes Id at, Stylvlr
1709(12) _

23 Id at Article 1709(7)

~Id. at 1709(11), 35 U.S.C. Section 295 (1988); Canadian Patent

“Amendment AGt” Artlcle B51(1992)" Amendments to: Mexrcan Patent Law;- (1994} o

25 See Frank J. Garcia, Praotection of intehectua! Propertv thhts in NAFTA
8 Am. U.J. Int'l Law & Policy 817 (Summer 1993). =~
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duration of their domestic patents.?®
. D. . Trade Secret
"NAFTA is falrly unlque among mternattona[ 'rntellectua! property

- agreements in that it specifically prov:des for the protection of trade
. .secrets and proprietary information.. One of the focuses of NAFTA is to

....ensure that trade secrets are recognized in the member countries as

o protectable intellectual property.

_Generally defined, a. trade secret is any formula, pattern, device, or

_..compilation of information which . is used in. one’s business for

... commercial advantage, whereln the lnformatlon is-not generally known
- _outSIde the company, the information is treated and protected as secret
N E.by the company, and the information is valuable or potentially valuable

_ to the company. as a result.of not being. generally known.?” Under

| "_.'_;NAFTA member countries may require that the information be fixed or
__He\n enced -r\ -doct mants. . n!ectrcn!n 1 d ”'annnf £ means fn ‘he

lluuu Ll ll. L YFLL

o ;“.protectable 28 By "fixed", NAFTA intends that the information must have

_'._:been stored in some permanent or semi-permanent. form, such as on

- Paper or.in an electronlc memory device. General knowledge that is not
in fixed form, such as written down on paper or stored in a computer

280 U @ Party has not made avallable product ‘patent protection for
pharmaceut:ca! or agncultural chemicals commensurate wzth paragraph 1:

'(a) as of January 1, 1992, for subject matter that relates to naturally

~occurring substances prepared or produced by, or S|gmfrcantly derived from,

mlcroblolog:cal processes and mtended for food or medacme, and

'_('b)  as of July 1, ‘1991,'for any other s_ubject ma’tter,

that party . shall provrde to the inventor of any such product or its assignee the means -

to obtam product patent protectlon for such product for the unexplred term of the
patent for such product granted in another Party, as long as the product has not been
- marketed in the Party providing protection under this paragraph and the person
‘ seekmg such protection makes a timely request. NAFTA, Article 1709(4).

-See NAFTA Article 1711{1); See also Restatement of Torts 2nd, Section

: 757 cemment {b);-and-Forest| Laboratorles, Inc..v.-Rillsbury Co., 452.F. 2d~621 171
.U S P Q. 731 {7th Cir, 1971) '

NAFTA Artlcle 171 1 (2)
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kept confldentla

would not be protectable.”

Under NAFTA “there can be no- durational limits on' trade secret
~.protection.?® As long as the information is ' maintained as secret under

the above definition of a trade secret, the information is protectable.

~However, ‘once ‘the" information ‘beécomes -generally ‘known it is not
.- protectable as:a trade secret. ‘Thus, 'onb'é"ihformation ‘is learned by a
= +ithird-party-in: ‘good faith,'no further protectlon against use of the
-, linformation is available against the-third party. "% -

Currently, the major concern over the trade secret protect_ion set forth in

i NAFTA is the "rni'nir'num standard of wrdhgfmi'?i'n'tent-?required to bring a
<cause < ofaction.3%: - "Commercial dish'oneé;ty “{grossly negligent

. -o.acquisition) is the: minimum’ standard for proving a wrongful acquisition
. of proprietary ‘information.?' "~ Examples ‘in NAFTA of commercial

dishonesty are "breach of contract, breach of confidence and inducement
to breach, and the acqms:tlon of undisclosed information by other

. persons who ‘knew, or were ‘grossly ‘negligént in failing to know, that
- “such practlces were involvedin the acquisition."32 It i is the interpretation
. of ‘what 'is* "commercially ‘dishonest” ‘that has some ‘commentators

concerned, as discussed below in Section (D). "

A major concern regarding trade secrets that is addressed by NAFTA is
the protection of data submitted to regulatory agericies required to gain
product approval. In the member countries, data submitted to

governmental or administrative agencies for product approval must be
| 33 o . . .

' Layout Designs of Semiconductor Circuits

30

i'Id at 1711(3)

See Paul, Hastings, Janofsky & Walker, North Amerlcan Free Trade

Agreement - Summarv and Analysis, (1993).

c “Each member country must prowde legal means for preventmg the

dlsciosure or acqu:3|t|on of trade secrets wnthout the consent of the person in control
of the information in_a_manner contfary to_honest commetrcial Dracttces " NAFTA

32

33

_._,__UArtche 1721(1) (emphasas added)

" Id. at Article 1721.

id. at Article 1711(5).
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NAFTA requires all member countries to protect against the unauthorized

copying of semiconductor circuits.?* Canada and the United States have

..~ implemented this protection,® while Mexico has four years from the date
. of entry.into force of NAFTA, to implement such protection.®

'-_Under NAFTA, it is,unl_awful to __irnport, sell_'or_distribute for commercial

... purposes a protected layout design, an‘integrated- circuit incorporating

-the layout design, or.an article incorporating-such an integrated circuit.

This section applies oniy 0., semlconductor circuits, not software or
firmware. -

- Th_ere is_,an exception to liability for innocent infringers of semiconductor

.- designs who had no reason to -know that articles embody unlawfuily

s reproduced circuit designs, 37 Also, aninnocentinfringer must be allowed

.. -to sell any existing inventory acquired prior to the notice of infringement,
subject to. the. payment of a reasonable royalty :

i _;-,Utner lmportant prows:o ns or the act are that the minimum term of rights
.. -in-acircuit design i is-ten years, with-a maximum duration of fifteen years
. for the rlght -and there can be no compulsory Ilcensmg of {ayout

| designs.
. _F. .. Enforcement Measures - -
34 The layout of semiconductor circuits are often referred to as

"maskworks". Maskworks are the actual designs of semiconductor circuits that are
created and used to produce‘___s_ern_ifc_ond_uctor p_r;qgju_cts. NAFTA, A_rticle_ 1710,

35 The Canadian Act requires that the circuit be original, but do_es___ not

involve substantive examination. Act to Provide for the Protection of Integrated Circuit
Togograghte S.C. 1980, c. 37, Section 4(1}(a) {effectrve May 1, 1993) :

©0 3% U NAFTA, Annex 1710.9.

?7 Innocent mfrtngement requrres showmg that a party dld not know and d:d

that the crrcwt mcorpo'ated an un!awfuily reproduced !ayout de5|gn Id at Artrcle
1710(3) (4). '

| Id at Art!c!e 1710(5) (7)
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NAFTA provides several procedural principals for each country to enforce
~-an owner’s.intellectual property rights.. Eachhrmember country must have
the authority to prevent entry into the channels of commerce in their
jurisdiction of allegedly infringing goods, including measures to prevent

the entry of imported goods at least immediately after customs clearance

.+ and to preserve relevant evidence concerning infringement.?® However,
- - the allegedly infringing:party has rights under NAFTA as well, including
- the-right-to notice-concerning judicial measures, the right to .a. judicial
. .. 'hearing on any judicial measure within the later of twenty working days
. -oF - thirty-one. non-working.. days -(or-as: prescribed by - the. judicial
- authority), and the right to compensation from the accuser for damages

: .caused by the wrongful detentron of goods if mfnngement isnot found 40

T Of partrcuiar mterest to those rmportlng goods protected by lntellectuaI
property rights.into.a. NAFTA country are the provisions in NAFTA
relating to duty reductions for goods. Specifically, for transactions
across the borders of member countries, NAFTA reduces and will
eventually eliminate tariffs.”' However, for transactions involving goods

- -»not-originating ina member country,-a different, higher tariff likely will
w2ustill apply: - Therefore, . it-is important to know:if goods onglnate within
<t a member country according:to NAFTA. ST

. ~Therules. for ‘origination” -are. quite complex. -For:most non-computer
:-goods;* the imported product must have received a certain level of value

s NAFTA, Article 1718(1)44).
0 |d. at Article 1718(2}, (5)-(11).

2 @ 'NAFTA establishes several categories of goods and. schedules for
;reducmg an ellmlnatmg tarlffs for the goods See NAFTA, Annex 302 2.

o 4 Through extensrve Iobbylng, the computer :ndustry avo:ded the value—
: 'added requurement "of NAFTA. Thus, one must only show that the goods have
undergone a qualifying change in tariff classifications, a 'matter beyond the scope of
this-paper:; See also, Lawrence M. Fnedman Putting NAFTA to Use: Duty Reductions
for Computer Hardware and Software The Computer. Lawyer, Vol 11 No .3 (March
1994). Where a tariff classification of a particular good is at issue in. the United
States, the |mporter can request a brndrng determlnatlon from the United States :

| ,provrde S|m||ar pre |mportat|on re\new NAFTA Artlcle 509 ;' :
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-added in North ‘America to-be originated in North :America. Further, the
goods must have undergone a quaiifymg change in tanff classrflcat:on 43

S | S "'Unlted States
1=-’Because NAFTA establlshes minimum standards of protectlon the member

. _countries’have sometimes chosen different means to implement the standards.
Lo This 'paper only addresses the specific intellectual property laws in the United
- ‘States, México and Canada to the eéxtent they still differ from NAFTA, represent
~“unique:mannersfor implementing NAFTA,:or represent a radical change in the

“updated many: of ‘its laws in 1988, NAFTA does not strongly effect current
United States intellectual property laws.** Indeed, NAFTA does not change, or
‘”3m|n|mally changes, several provisions of the laws in the Unlted States that one
frr":%*"iwoutd expect to- be effected as is set forth- below

B ?""A. -‘Copynght

: As stated above in Sectlon I(A) the member countries: of NAFTA agreed

i to protect all copyrights:under Article 2 of the Berne Convention. The

United States ratified the Berne ‘Convention in October 1988.

“Notwithstanding the above stated desire to ‘standardize intellectual

-+ property laws, and contrary to the.trend in the rest of the world, the

United States will not protect "moral rights” in works of authorship.
"Moral rights" are rights retained by an author, despite a transfer of
ownership in the copyrighted material, to.limit misattribution, mutilation
or other alteration of an author’s work.*® Industry in the United States

43 " The rules’ regardlng the accountrng ‘operations needed to determine the

" appropriate level of value added and the changes ‘in tariff headmgs are beyond the

scope of this paper The schedules and rules for applying the tariffs are set forth in
NAFTA: and The Harmonized Tarlff Schedule of the Umted States lnternatlona! Trade
_‘Commlssmn Pubhcat!on 2567 : ' .

ST N | Y 1988 the United States changed its !aws to presume lnfrlngement of
a process |f a product is the same as that produced by a patented process -3b U S C.
C'Sectlon 295 R e R SRR

“law”of ‘the member ¢ountry. - Also, because the United States:changed and '

'_ consrder the rlqhts owned by the author '

S AL NS an ean,pI
of a screenplav The author 'mig ransfer his. rights in the work to a:company to
produce the work. Absent language in the contract allowing substantial editing, the
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' threatened to ‘withdraw support for NAFTA lf protectron of moral rights
-~ was forced upon the Unlted States R SRS

It should also be recogmzed that NAFTA has not altered the United
o States requarements for registering‘a:copyright as a- precondition to the
" ‘recovery of attorney’s fees and damages % This requirement applies to

-all nghthoiders, foreign’ and - domestic.. ' Furthermore, : United States.

Lt “fauthors ‘must register-a’ copyright: to' acqmre jurrsd:ctlon in the courts
before mstltutlng an mfrlngement su1t M SRR

i -_’NAFTA does change orie narrow aspect of Umted States c0pyr|ght law.
- Before the United States joined the Berne Convention, the failure to affix
A copyrlght noticeto cop|es ‘of works' pubhcly distiibuted anywhere in the
-~ world, mcludmg countries that -had no ‘notice- requirements, usually
- -divested the-work ©0f copyright protéction “in- the United States.
o ‘Generally, rights lost:due to publication withiout notice were lost forever.
. "However, NAFTA expands United -States copyrightlaw te protect motion
s plctures publlshed without notice in another ‘country “ai any time,
including before ratification of the Berne Convention.*® Itis important to
note that this provision only applies to motion pictures. -

B. Patent

“ UNAFTA - allows;: but  does “not ‘require, - certain ~exceptions from

~ patentability, ‘including: “‘inventions -‘thatwould ‘ injure the public,

environment, animal or plant life; diagnostic, therapeutic and surgical

... methods for the treatment of humans or amma!s, plants and animals
““other than micro- organlsms ‘and essentlaiiy biologlcal processes for the
production of plants or animals. Broadly stated, in the Unlted ‘States

author retains rlghts in precludlng mutllatlon of the work such as turnlng a tragedy
lnto a farmal comedy “r S = . Cs e
17 U.S. C Sectlon 412
47 17 U.S.C. Sect|on 411.

NAFTA Artlcie 1705(7) and Annex 1 705 7.. The Umted States Is
requrred to protect motion pictures producedin a member countries’ territory that have
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wibeen:declared to-be-in-the-public.domain.under.United . States:law. for failure to comply;ﬂ
with -United States copyright notice requirements,. to:the extent. such .action. is -
-allowable: within the United States Constitution and. budgetary constraints: |



. .organisms not naturally occurring in nature, often referred to as products
- of manufacture  or compositions..of matter, are protectable, as are
processes for producmg these orgamsms :

SEaTE NAFTA has been purported to reverse a Iongstandlng blas in the patent
- . law of the United States. Before NAFTA, Mexico and Canada strongly
i+ protested the United States regulatlons that precluded proving a date of

- - first.invention with: evidence .of use from-outside the United States,°

Under NAFTA, the United: States ‘must recognize inventive efforts in
Mexico and Canada that establish a date of first invention.®' Although -

-+the:United States has enacted:legisiation enforcing this change of law,

", the legislation essentially puts the judiciary in the position of determining

-+ .if -evidence of a.date of -invention. from Canada. or Mexico will be -

_+..~accepted.5? - Specifically, if information. relating to a. date of invention

... from Canada. and-Mexico is not made available to. the same extent it

-~ -would-:be: -available in . United  States . proce_edl_ngs. ...the court or
-...Commissioner..in the- United States can draw -negative inferences
. :.concerning the existence of the information.. This may allow United
-~ -States courts to- devalue evudence from Mexmo and Canada of a date of

'1nvent|on ! . . St o . L Y .

C. Trade Secret

.. There has been significant.concern over NAFTA trade secret provisions.
S_pe‘cifica!i,y-, concern has,foc,used on th_e,;'-'-,,gross _ne.gligenee_" standard for

"+ See Diamond.v. Chakrabarty, 447 U.S. 303, 100 s. Ct 2004 (1980);
See also 35 U S. C.. Sectlon 161 (plant patents) '

50 United States patent law precludes a patent where the invention is
known, used or made in the United States before the date of invention by the
individual iseeking the patent. 35 U.S.C. Section 102(a), (g). Inventive effort in
countries outside the United States is not recognized unless that effort is:proven with
. a patent or description in a printed publication in a foreign country. This bias against
inventors outside the United States has long been a source of concern regarding the
United States patent laws.

51 patent rights [shall bel enjoyable W|thout dlscrlmmatlon as to ... the
' terntory of the party where 1the mventlon was made " NAFTA Artlcle 1709(7)

SRR Th“’e Amencan‘”lntellectual Property Law Assomatlen recemmended that
'Canada and Mexico be excluded from the meaning of "forelgn country” in'35 U.S.C.
‘Section 104(b), and the 1994 version of section 104(b) now includés reference to the
NAFTA countries. AIPLA Bulletin, January-February-March, pgs. 357-58 (1993).
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- liability for theft of trade 'secrets.. -In"the ‘United: States,®® there is no

o wrongful intent reéquirement’ for a- theft ‘of trade. secrets, rather

© “misappropriation of a trade secret occurs when the secret is acquired

~Mimproperly " or disclosed when a duty:of confidentiality is owed.%* Thus,
no breach of contractior like relationship- between the parties is essential
for a cause of actlon in the Unlted States

; -"Further relatlng to the protectlon of trade secrets, NAFTA stated that
rmember countries may require that information:be fixed to be protectable
40 ag atrade secret: ‘The United ‘States trade ‘secret laws are broader in
i+ that they generaily do not Tequire that mformatlon be frxed to be .
' protectable ‘as a’‘trade secret. AR SEHE

S LDesugn Patents

"":'-The Umted States provndes protectron for the physlcal appearance or
“ornamental design of an object via "design- patents" 5¢--.0nly the
appearance ~of an ‘articie, not its Tfunctioning or: he.:a"n'ethcd of

‘manufacture, is protected by a design patent.®’

III MEXICO

Untll very recently, Mech was: conmdered by ‘some. as one of the least

53 Trade secret protection in the United States is a state law cause of
action, meaning that different states may enforce the law in slig htly drfferent manners
The discuss:on hereln |s generaliy appl:cable to the majonty of states :

54 E.l. Du Pont De Nemours & Co., lnc v, Chnstopher 431 F. 2d 1012 166
U.S.P.Q. 421, cert. denied, 400 U. S. 1024 (1 971) (flylng over competitor s plant and
_ taklng plctures of secret process is |mproper) B

: w5 ‘Note that .some states, mcludmg Cahfornla, provrde crlmmal and c:wl
~ sanctions for theft of trade secrets. -Whete a criminal action is- brought for theft of
trade secrets, the theft must be "intentional” to be actionable. i :

'_?‘:‘-35 L S C Sectlon 171

57 Deslgn patents extend for 14 years from the issue date
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- . .effective protectors of intellectual property in the world.*® However, on June
0258, 1991, the::Mexican Law for the Promotion. and. Protection of Industrial

. Property. was signed into. effect and significantly strengthened intellectual.

" property protection.®® The newlaw was enacted.in anticipation of NAFTA and
soorepresents a vast: change in Mexrcan mtellectua! property law.-

Desprte the major changes in Mexrcan mtellectual property Iaw, enforcement of

« vthe newly created rights:is still a.-concern. -Mexico has:traditionally mandated

~-criminal, civil, and:sometimés administrative proceedings for patent, trademark

; «=::and copyrightiinfringement:and theft.of trade secrets.. Carrying out all three

- proceedings. was often burdensome, time consuming, and led to unsatisfying
conclusions, especially as regards damages and/or: injunctions. :

Effective October 1, 1994, Mexico substantially. changed-its intellectual
property enforcement procedures. The effect of these changes on the above
soreferenced problems is: unknown. . Before. -addressing -specific :provisions of
 »~Mexican intellectual property laws, the effect of the-1984- Amendments on the
.~ enforcement of mte!iectual property r:ghts is dlscussod

Until the October 1 1994 Amendments to Mexman Iaw, Memco had a
combination of civil, criminal and administrative proceedings to enforce
intellectual property rights. Specifically, under the old Mexican law, a complaint
had to be filed with a federal prosecutor. If enough evidence existed to
presume infringement, as determined via a technical opinion from the patent
. -office and-an opinion by the prosecutor, the case was passed to the criminal

court. Civil proceedings only occurred after the criminal case. These provisions

were complex and time consuming, often inhibiting the speed and effectiveness
of enforcement proceedings. *® Also, Mexico had a history of small damage

s See Frank Emmert Inte[!ectuai Prooertv in the Uruguav Round -

Negotlatrng Strategles of the Western Industrlahzed Countne 11 Mlch J. Int’l L.
1317 1327-28 (1990).. :

.‘.59

~ addressed by NAFTA, except as.each country chooses. NAFTA, Article 1704. The
1994 Amendments to the Mexican Industrial Property laws speczfrcally permit the sale
“of parallel imports and grey market goods.. ‘ : :

{Summa 1993)
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undeveloped in Mexico. "Parallel imports” and grey market goods are not directly- _

_ - -Sea-Frank-J. Gareia; Protectlon of Inte!iectual Property Rights.in. NAETA: . ...
A Successful Case of Reqmnal Trade Requlatlon 8 Am. U. J Int’l Law & Pohcv 817 -




~~common-law-doctrine of equivalents was.not.applicable to. patent infringement.

- .+ ~awards -and its provisions ‘forinjunctive relief were not'well enforced.”

' The 1994 Amendments have altered-the procedural:colrse:of intellectual
= property actions. Allillegal actions; suchas patentiandtrademark.infringement,
- are'no longer'crimes, but are administrative'infringements. ‘For the first'patent,

_ utility design or trademark infringement allegation, an action must bé brought

-before the Mexican Institute of Industrial Property {IMPl). The IMPI has

sweeping powers to authorlze search warrants, grantinjunétions and award -
S|gn|f;cant damages

S Thus rnmai rntellectual property mfrsngement actlons, except copyright
-« infringement; ‘are administrative: proceedmgs For: theft'of trade  secret cases,
wootrademark counterfeitmg and, if the plaintiff'so'elects; for repeat allegations of
- “infringement, “a criminal action.is still brought f|rst 825 o
It is unclear whether the procedural move from cnmmal courts to having the
IMPi hear "infringement cases” alsc marks a change in the substantive law.®
For example, under the old law patent infringement had to be knowing or
-~ intentional to be enforceable, thus ah intent 1o infringe-had to exist.®* Under
- the hew law, prodicts must be marked or the public must have been informed
-=of the intellectual - property rights before an lnjunctlon ‘or‘damages can be
i granted.  This indicates. that: lnfrlngement need not be mtentlonal to- be

, '-".1":"”: The IMPI can 1ssue temporary and permanent |njunct|ons, lncludlng
_shuttlng down a busmess for repeat offenses. Damages can be no iess than 40% of
the total value of the sale of Infrlnglng goods _ o

ezt For repeat allegatlons of patent and trademark lnfrmgement another
actron before the 1MPI may also be brought '

SR E Many changes to the Mexman Iaw simply rnvolve movmg sections
defmmg lnfrlngement from under the headmg crlmlnal mfrmgement to the heading
admlmstratlve mfrlngement i ; _ _

GeL s Manuel Gomiz-Magueo, Perspectlve oh NAFTA S Impact on Patents in
Mexico and Recent Developments, Bufete Sepulveda, S.C., Mexico City; See Mexican
Law for the Promotion and Protection of IndustrlaI.P_perty, Article 223(1-XV) (1991}
{patent, trademark infringement'and theft of trade secrets are criminal offenses). Yet
another result'of the old law treating infringement as a criminal offense was that the

Article 14, Mexican Political Constitution (the law must be strictly applied, it ca
- be applied based on analogies).  This may or may not st|I| be true:-
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actionable. Rather, knowledge of infringement-is imputed to the infringer via
marking or general public information. Absent proof to the contrary, it may be

_~..that the-old standards for patent-and trademark infringement- may remain.
... Alternatively, -the tremendous;changes to Mexican law may also.indicate that

-the substantive-law of mfrmgement is now more srmrlar to Canadlan and Unlted
--;.Stateslaw . e T,

Copyrlght

Before NAFTA, sound recordings and computer software were not

. .-covered by the: ._Mexioa_n_copyright_Iaws'.: ::Under NAFTA, all ‘Article 2
.-~ Berne Convention works must be protected, and Mexico amended its law
- to protect such works in-1991.%: In Mexico, copyright actions may be

brought in civil or criminal. courts, -with:both. civil and criminal‘penalties
being avaliable

..'eTrademark

ey A:_.'_-The trademark erovisions are .probablly the:least controversial aspect_ of

. NAFTA. Generally, the trademark provisions in' Mexico are similar to the

s “,‘_-‘,trademark laws in the United States. As.is. mentioned.above, however,

o -.enforcement of inteliectual property- nghts, mcludmg trademark rights,

may be difficult in Mexico.

-As presently understood, under the 1994 law adm:nlstratlve
:”mfnngement act;ons may be brought before the mlnlstry and can result
in fines of up to ten” thousand tlmes the general minimum’ wage,

additional fines of up to five hundred times the" general minimum wage

~__for each day. durmg which ' the mfrmgement subsists, temporary
“'shutdown for a period of up. to nlnety days, permanent shutdown _(if

temporary shutdown has prewously occurred twice), and administrative

.. imprisonment for up to thirty-six hours. Damages are to be no less than
A40%. of the total. value of. the mfrmgmg goods Admmlstratlve,

mfnngement may require an mspectron of .the. mfnngers goods,
sometimes without warning, to determine if lnfnngement is occurring.

- -An investigation: can .commence ex-offrcro or at the request of an

mterested party

: :-';Repetltrve trademark lnfrlngement and trademark counterfeltrng can. lead

| to the. imposition of both -criminal and _civil . penalties in Mexrco

-'»‘w.e'. FpeBicesr

en .

Federal Copyright Law, Official Diary of Mexico. (July 17,1991}, . -
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~+Knowingly infringing ‘& registered mark ‘without authorlzatlon can be
iiprosecuted in the ‘courts of the: Federatlon -as a criminal offense with
Vpenalttes including fifty to ten ‘thousand times the generalminimum wage
~and:prison sentences of from six months to S|x years dependlng on the
WIIIfuIness and type of mfrlngement Lo ‘

R "'Patent

Mexrco has followed the rest of the world rather than the Umted States,
S in establlshmg ‘the duration of the ‘patentterm: - In"Mexico, patents have
i “a’term of twenty yéars "starting ‘from the filing date-of the patent

.. application and subject to the’ payment of government fees. However,
-+ patent:rights-can: be: extended to" ‘compensate for delays caused by
~regulatory approval processes. The 1997 patent law prov1des for a three-
*year . extension ‘for: Ppatents for” chemical products, ‘pharmaceutical
- ‘products, or processes for obtaining these products; provided that the

patentee grants a Ilcense to Work the lnventlon to a corporate entity with

R Mexmo will award a patent fo the flrst entity to flle a patent appllcatlon
i for an‘invention.  Therefore; first to filg; rather than f!!’S'lI to mvent will
SRS A determlne patent rlghts |n pnorlty contests SRR o

""¢‘?S|gnlf|cant lmprovement has been made in Mexmo regarding patent
zprotectlon for plants and an!mais Patent protect:on is available for plant
svarieties but:'not ‘plant specres ' Patent protectlon is available for.
“inventions related to microorganisms, such as inventions made by using
them.®® The term microorganism inciudes bacteria, fungi, algae, virus,

66 The patent extension is granted by executing an agreement within six
months from the grant of the patent or the date of registration allowing distribution
of the patented product:in: Mexico, whichever is:later. -The agreement must be
irrevocable and non-exclusive, extend through the extension period, and may be
cancelled if the grantee does not work the patent according to the terms set forth in
the agreement Mexucan Law for the Promotlon and Protectlon of lndustrlal Property,

.5 "Mexican Law for the Promotion and Protection of Industrial F:’_rop'ertv,'
s 7 MR et g Domelen st

e "'When fthng a patent apphcatuon for brolo ical materials in“which

_descnptlon of the invention cannotbe set forth'in-detail therein; the apphcatlon must
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- Mmicroplasms, -protozoa . and, in-general, cells that. do ‘not reproduce
- sexually.®®  Biotechnological processes for obtaining pharmochemicals,

-, ~medicines in general, foods..and beverages for:animal and human
y ,consumptmn, fertilizers, pesttc:des herbicides,. funglmdes or products

with a biological activity. are all patentable. .

Biological material found in nature and genetic .material -are not
patentable. Essentially biological processes for obtaining or reproducing

.. plants,.; animals -.or - their . varieties, . including - genetic : processes or

processes related to. material which is capable of self-replication, by itself

- -or by. any:other:indirect manner, when they consist simply of selecting

-..or isolating.available. biclogical material or leaving it to-act under natural

... -.conditions-are- not patentable.’® This exception. extends to the processes

. .for the production. of plants or animals, -other than.: ‘non-biological and

:-mlcroblologlcal processes for such production. . Also, mvent;ons relating
1o the- Ilvmg matter that. composes the. human body is.not patentable..

. RA~ [ 5 :
i gen era.,.v.exice..as.e,ected comp"s ry: "ce s..;s Hc' vever, Mexico
e

does retain compulsory licensing for patented inventions that ar

-~worked within:the country. At any time. after three years from the date
.-a patent is granted or.four years from the date a patent application is

filed, whichever.is later, during which time.an invention has not been

“worked for two consecutive years, any person may apply to the Ministry

.+, for a compulsory license to work the invention.”’ - A.compulsory license
+...:will be granted..absent: justiﬁable technical or economic reasons for not

e working-the invention.”?. The Ministry decides the terms of any-

q.g_,‘compulsory patent Ilcense, mc!udmg royalty and duratlonal terms.

be supplemented by a biological deposit in an approved institution. Id.

-8 -, Patent protection:is also .not available for animals.. .-

Article 70

R

_.patented product or a product using a patented process. Also, the holder of the

'I-d-- P -"‘ e

‘'Mexican Law for_the Protection and Ptemdtieh"ef:'Ir'\'_dustri'af. Proert

70

No compulcory llcenses are granted Where a patentee is |mportmg the

_patent has one year after being notifiec about the compuisory license to begln Worklng'

-the. patent, thereby av0|d1ng the. compuisory license..
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The border enforcement provisions discussédabove st Section I{F) were

largely directed toward providing a seizure mechanism for infringing
“iigoods at the sborder.”® - NAFTA® provided: that>Mexi¢éo may delay
 implementation of the:special border provisions for-three years.

D. Trade Secret

, Mexico has adopted the provisions of NAFTA regarding trade secrets.
7 ..Gpecifically,; to’bé protectable as a trade secret information must be in
ifixed form;* such as in*a*document.? - The:statutory language of the
o0 Mexican law indicates “that ‘the ‘standard for ‘provingta theft of trade
- secrets is gross negligence’ The statutes list several-actions that are -
- considered: to' be-theft of trade secrets; which ‘actions fall into two
-+ categories: S First, if'a person has a relationship with the holder of the
‘trade secret, such as employee/employerorasa ‘third party vendor, that
person has a duty not to disclose trade secrets. Second, the obtaining
of trade secrets by illegal means leads toliability for damages.” it
appears that if a third party with no contractual duty to the pessessor of
- atrade secret legally flies a plane overia plant-to dis¢over trade secrets
«wiat the plant, such action’ would be 3ustlf|able as belng both legal and not
B ."*if-'V|oIat|ng a: duty not to dlsclose = » :

' "-?-%Data submltted a‘s’l. ‘a '-"':'c'ondltlon. “fori:“approving” “marketing  of
= i pharmaceuticals or agriculture cheémicals using new chemical entities to
' determine-the safety of the chemicals is protected: against disclosure.”

The data is-also protected for at'leastfive years agalnst any thlrd party '
relying on the data in their approval process

RSN NAFTAAmCIe 1718 e 2

L 4 Mexman Law for the Promotlon and Protect:on of Industnal Propertv.

. Articles 84-87 of the Mexican Law for the Protection_and Promotion of
. Industrial Property describe the situations where théft of trade secrets may be alleged.

There is no discussion of asserting theft of trade secrets where the trade secrets are
obtained through "improper”, though not'illegal means. R

e I8 Data. is.not.considered. dlsclosed when it is su 1 to
nder a legal provision or court crder for obtalnmg Ilcenses perm:ts )
‘registrations.or other. authority.’1d: at Article 82, EHA : SEa
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- E. - --Layout of Semiconductor Circuits «:: =

- - Mexico has not yet enacted laws to enforce this measure, but is required
. to implement. this article within four years: after the date of entry into
NAFTA.

F. Geographlcal Indlcatlons
: ;s:--;;As stated above in. Sectlon I(B) the member countrles of NAFTA agreed
- to: protect rights ingeographical indications, and to prevent the use or
... registration of misleading or otherwise unfairly. competitive indications.”’
. .-Mexico-does allow. for use of an appellation or designation of origin
.. where-approved by the government, - Approval wilt only. be given when

: . the goods originate at-the locale. and.the quality.or characteristics of the

. ,goods are due exclusnvely to- the geographlc medlum

3 ,__.,f!ndustrlal Des:gn

SORT lndustnai desrgns mctude al! comblnatlons of: frgures ilnes or colors that
. .are incorporated into.an.industrial product for ornamental.purposes, and
- that give it a special aspect.”® Further; industrial models, constituted by
tri-dimensional form that serves as a sample or model of an industrial

.....product are registerable insofar as they do-not imply technical effect. A_

| _'__;;design must be original-for registration, and the rights.granted are against
- "confusingly similar” designs. Rights.are granted for flfteen years from
_';;flllng, pursuant to, payment of govemment fees :

1IV. CANADA

Canada enacted a series of sweeping changes to its intellectual property laws
from 1985 through 1993.%° These changes made Canadian intellectual property

o Mexrcan Law for the Promotlon and Protect:on of Industrlal Property,
LArtche 89(10) (1 1)

!d at Artlcles 156168 .

78 Mexrcan Iaw for the Protectlon and Promotlon of Industrral Propertv.
Article 32.

PR ST R e .,‘-"_:

e 89 W,‘__.Smce 1985 Canadran patent Iaw has been revrsed -on-seven! dlfferent
occasrons NAFTA The Canadian Response or Wh Does the Canadian Patent:Act
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Jaw largely compliant with NAFTA before NAFTA was’ passed ‘Therefore, the

- laws of Canada are not sngnlflcantly effected by NAFTA ‘Although the series
s fof amendments were not all the resu!t of NAFTA; beeause of their recency this

paper devotes some tlme to the recent rev1suons of Canadlan intellectual

A. Copyrlght

 One truly sngnif:cant isste that NAFTA d|d not address is that Canada

©7 retains a “cultural’ exemptlon to “copyright protectton for culturai

“Wworks.®"" The' "¢ulitural exemption™ allows Canada'to take whatever

“‘action it deems in*its“national interest in ehoesmg ‘not to enforce

: ‘*‘copyrlghts for’ cultural: ‘materials; mc!uding books, records and motion
pictures. ‘Thus, if a work is déemed toeffect the national interest, it may

- be ruled that the work is not granted copyright protectlon in Canada and

can be copied freely. The cultural exemption can also ‘be applied to

<o gxouse mfrlngement of the satellite sugnal and-sound recordmg provisions

“of NAFTA. Itis Gnclear wnetner"tne Cun.u':cn U)u::l""lpuuﬁ ‘could be used to

remove computer program’ ‘manuals ‘and’ documentatlon from NAFTA

' prOJectlon |n Canada o

'”*’“‘As descrlbed above; NAFTA gives the owner of a'work’ the 'rental right"”
to control rentals of the work. Canada allows an exception to the rental
~_rights for sound recordings and computer programs for non- proflt rentals
““that are-made ‘in‘relation: to ‘the-overall non- :nfrlnging operatlon of the
person receiving the copy.®? For example, a non-profit corporation could
. _renta copy. of a spreadsheet program to do lts books at the end of the
',year S

Tradernark

gnlflcantly effected by NAFTA

;fCanadlan"trademark Iaw has not bee
' ‘ 5 are now permltted in Canada 83 A

B '.'_"'__'Of m