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PAUL D. CARMICHAEL, PRESIDENT, PIPA .7 .-

OPENING ' REMARKS .

_ LADIES ANDGENTLEMEN, PIPA MEMBERS, GUESTS-AND - ...
OBSERVERS, WELCOME TO TUCSON AND: THE.20TH INTERNATIONAL
CONGRESS OF THE: PACIFIC INDUSTRIAL PROPERTY:ASSOCIATION. -

“THIS CONGRESS: IS PARTICULARLY SIGNIFICANT FOR A- NUMBER:
' OF REASONS: -

FIRST, IT IS THE 20TH. CONGRESS AND THE - ZOTH
ANNIVERSARY OF. THE.FOUNDING OFnTHEpORGANIZATION;QAND AS
SUCH, .IT IS A TIME TO: REFLECT ON:.THE - ACCOMPLISHMENTS OF. THE:

- ORGANIZATICN AND TCQ RENEW VALUED FRIENDSHIPS. =~ :: A

‘SECOND, IT IS ALSO.A TIME:. TO:PAUSE AND CONSIDER:THE -
DIRECTION OF THE ORGANIZATION FOR THE NEXT 20 YEARS: AND:
"INTO THE; TWENTY<FIRST' CENTURY.:

_ *I" WOULD LIKE TC ‘COME.BACK AND: DISCUSS THESE: FIRST ‘WO
ITEMS IN:GREATER DETATL AFTER POINTING OUT A FEW:OTHER:"
REASONS ' WHY THIS: PARTICULAR CONGRESS IS SIGNIFICANT: -

' THIS CONGRESS FOR THE FIRST TIME HAS OBSERVERS'ANDq:Cx'
- ASSOCTATES. PRESENT: FROM- TAIWAN AND CANADA. -1 WOULD: ;
PARTICULARLY LIKE TO ' EXTEND A WARM WELCOME:TO PHIL:ERIKSON.®
OF;: NORTHERN:TELECOM LIMITED OF: MONTREAL,  CANADA, AND ¥~
MR. SIMON LEE OF ACER, INC. OF TAIPEI, REPUBLIC: OF CHINA.
WE ARE MOST PLEASED -THAT YOU COULD: JOIN.US. I WOULD"
ENCOURAGE EACH OF:QUR MEMBERS TO MEET WITH THESE OBSERVERS':-
AND ASSOCIATES -AND. SHARE WITH-THEM: THE SPIRIT AND -
FRIENDSHIP QF- PIPA. -

S THIS IS-THE FIRST:TIME A' UNITED STATES: CONGRESS HAS.
NOT BEEN:HELD IN OR- CLOSE TO A MAJOR CITY.  THE: :
CONSIDERATION HAD-ALWAYS BEEN:THAT- IT:WAS IMPORTANT:TCQ BE. ::
NEAR A MAJOR CITY FOR CONVENIENCE OF TRANSPORTATION:AND
ACCESS TO ASSOCIATES AND PATENT OFFICES.. ATTENDANCE: AT ./

osnsmman B S CONGRES S WEL - APPROACH*1 755 WHI CH: IS THE - LARGEST "1
ATTENDANCE TO DATE AT ANY:QF: OUR:INTERNATIONAL-  CONGRESSES.::
I'AMVSURELTHE”INCREASINGiIMPORTANCE“OF INTELLECTUAL - o
PROPERTY . IN THIS COMPLEX. WORLD WE: LIVE IN HAS HAD A LOT TO. -

DO WITH THE SUBSTANTIAL INCREASE IN ATTENDANCE THAT WE ARE
SEEING THIS YEAR.




THIS VISIT TO TUCSON GIVES MANY :OF OUR JAPANESE
'MEMBERS AND GUEST, AS WELL AS A NUMBER OF QUR AMERICAN
MEMBERS AND GUESTS, AN OPPORTUNITY TO BECOME ACQUAINTED WITH
A UNIQUE PORTION OF THE UNITED STATES WHICH IS RICH IN
HISTORY AND CULTURE.. ' YOU' MAY NOT BE AWARE:OF IT, BUT =~
ARTZONA WAS THE LAST: CONTINENTAL STATE TO BE ADMITTED TO -
THE UNITED STATES IN 1912. ' AND ‘AS WE HEARD LAST NIGHT, THE:

SONORA' DESERT HAS'A" UNIQUE: ECOLOGY, - I THINK' YOU WILL. ENJOY

THE TOUR OF THE DESERT MUSEUM, OLD TUCSON AND THE AIR
MUSEUM THAT ‘IS: PLANNED FOR THURSDAY ‘AFTERNGCON.
AS5I“MENTIONEDCBEFORE}TTHIS IS THE 20TH CONGRESS AND‘A
WATERSHED POINT IN THE HISTORY AND LIFE OF: PIPA. IT IS A -
TIME FOR LOOKING BACK. AND MAKING JUDGMENTS AS TO-HOW WE: .
HAVE ‘DONE;- AS: WELL AS A TIME TO SET GOALS AND DIRECTION FOR
THE FUTURE. ' B - G RIS D T A N R
_ WE WILL HEAR LATER THIS MORNING' FROM:MARTY KALIKOW AND.
'ONO4SAN,-WHOAWILL-SHARE ‘WITH" US" SOME"OF FACTORS THAT LED TO
THE FORMATION”OF“PIPA'ANDVITS-EARLY'STRUGGLES}- ALSO, AT
VARIOUS TIMES: DURING THE PROGRAM WE WILL SHARE WITH YOU: < '
'MESSAGES FROM ‘PAST PRESIDENTS-AND AWARD WINNERS OF PIPA. I-
THINK YOU. WILL BE IMPRESSED, AS 1 WAS AS I READ:THROUGH ~~
THESE-MESSAGES, "WITH - THE DEPTH OF FEELTING THESE LEADERS OF: '

OUR PROFESSION IN BOTH- COUNTRIES HAVE"FOR THIS ORGANIZATION

AND ITS MEMBERS .

PIPA"S MAIN PURPOSE IS TOQ BRING ABOUT A BETTER
'UNDERSTANDING :AND APPRECIATION OF THE :INTELLECTUAL PRGPERTY"
SYSTEMS CF THE UNITED STATES AND JAPAN. . YOU WHO HAVE BEEN =
ACTIVE IN PIPA AFFAIRS OVER THE YEARS AND. ATTENBED PRIOR:.
CONGRESSES  WILL FORM YOUR:OWN ' JUDGMENTS: AS "T'O HOW: WELL THIS
PURPOSE HAS BEEN ACCOMPLISHED, BUT I ‘SUBMIT IT HAS BEEN'
HIGHLY . SUCCESSFUL. THE PAPER PRESENTATIONS AT THESE -~ = "
' CONGRESSES, 'THE ‘CLOSE { PERSONAL" FRIENDSHIPS THAT HAVE"
mMDEVELOPED JAND. THE VISITS TO THE JAPANESE AND -UNITED STATES-
PATENT OFFICES HAVE ALL HELPED TO BUILD BASIC UNDERSTANDING
OF. THE" DIFFERENT - INTELLECTUAL ‘PROPERTY SYSTEMS OF THE ‘WO
COUNTRIES AND TO OPEN CHANNELS- OF COMMUNICATION THAT PERMIT
' RATIONAL AND FRANK DISCUSSIONS AND SOLUTION OF PROBLEMS.




WITH THE IMPROVEMENT IN.COMMUNICATIONS, OTHER
TECHNOLOGY AND TRAVEL, ‘ONE. MIGHT THINK THAT THE NEED FOR AN
ORGANIZATION SUCH AS. PIPA IS BEHIND THE TIMES OR PHASE AND
THAT IT HAS OUTLIVED ITS USEFULNESS. ‘NOTHING COULD BE
FURTHER FROM- THE TRUTH. THE TRADE DISPUTES BETWEEN THE

'U.S. AND JAPAN, 'THE ROCKEFELLER HEARING AND LEGISLATION Eol
THE UNITED STATES,. THE RISE OF THE NEWLY INDUSTRIALIZED .~
COUNTRIES OF TAIWAN AND KOREA IN THE ASIAN AREA, THE FREE g
TRADE - AGREEMENTS 'BETWEEN. THE U.S. AND CANADA, THE GATT .
NEGOTIATIONS, THE WIFO PATENT ‘HARMONIZATION AND OTHER ~
CURRENT INTELLECTUAL PROPERTY ISSUES CLEARLY DEMONSTRATE.
THE NEED FOR PIPA-NOW AND IN THE FUTURE. WHILE WE MAY: NOTE
AGREE ON VARIOUS MATTERS, THE ONLY WAY THE PROBLEMS CAN BEf;
SOLVED IS FIRST THROUGH AN UNDERSTANDING OF THE VARIOUS '
INTELLECTUAL PROPERTY SYSTEMS FOLLOWED BY RATIONAL ‘;4¥_
'DISCUSSION, NEGOTIATION, AND YES, EVEN CONFRONTATION.  BUT
SUCH NEGOTTATION. AND CONFRONTATION SHOULD BE BASED ON .

- FACTS AND CONSIDERED JUDGMENT RATHER THAN IGNORANCE AND

| BMOTION.. -HERE ‘IS CLEARLY THE CHALLENGE FOR PIPA AND ALL. OF
US FOR:THE FUTURE, -IT IS IMPORTANT THAT DURING THIS
CONGRESS EACH OF US THINK ABOUT WHAT ROLE PIPA SHOULD PLA
IN THE FUTURE AND WHAT NEW INITTATIVES ARE TO BE-

S AGAIN,‘WELCOME TO TUCSON.' IT ‘GIVES ME GREAT PLEASURE
TO DECLARE OPEN THE 20TH ANNUAA INTERNATIONAL CONGRESS OF
PIPA, :
" THANK YOU.'”




"PIPA Annual Report

.+ PIPA 20th Congress,. Tucson
October 4, 1989 ' _
Kensuke Norichika, President -
PIPA Japan Group- e

: Good merning, Honorable Guests,_Frlends and Fellow :
Members of the American and Japanese Groups of 'PIPA. It 1s
a great pleasure and honor for me to be here in Tucson;

fantastic-place, in the middle of nowhere, and to report on

the activities of PIPA during the past year.‘ I would llke
_to thank Mr. Paul D. Carmichael, the President of PIPA .

American Group, Mr. Jeffrey Hawley, the First Governor, end;

other members of PIPA American Group who took pains to
organlze this Congress and helped us visit such-a nice
place “in Arizona.: You may remember that in the.last .
© Congress in Toba inOctober we had rain because of the
.untimely typhoon. -Therefore, I believe American Group
chose :this place in the desert, where there ig little . )
chance of raln, as the place for the 20th Congress. Good
-1dea' :

' ThlS Congress is partlcularly 1mportant because,‘asi

you may all know, it marks the ‘twentieth Anniversary of ‘the

PIPA, in other words, twentieth birthday . of PIPA. In
Japan, twenty vears of age have a specral srgnlflcance.

When one becomes twenty yvears old, he is'legally con51dered.

to be an adult, -or grown-up. .He is not a teen. ager any-
longer. He is responsible for all what he says and does.

" He 'is independent. Since- PIPA is twenty years old it is
now a complete grown-up. . : e e

Conversely, since PIPA has been a child, it has thé’
father... But, PIPA has many fathers, not.like human beings.
We will soon welcome the speeches from the group of
Founding Fathers ‘of PIPA, Mr. M. Kalikow and Mr. ' Ono.’ :
Looking back over the 1nnumerable contributions that PIPA .
have achieved during the past two decades we owe very much
to all the Founding Fathers of PIPA. '

We very well remember that a Senate hearing was held
last June chaired by Senator John D. Rockefeller IV. The
..Senate hearing addressed the so called "unfairness" of the

Japanese Patent System to foreigners while giving "unfair" =

advantage to Japanese companies. PIPA have for so many
years discussed the differences between and the
developments in the U.S. system and the Japanese system,
that we were in one of the best positions to know the

intellectual “property systems of Both U.S. and Japan.
Further, PIPA has carefully built up significant and |
reliable communjication channel between major corporations
in the U.S. and Japan. It was on such occasion that the
Hearing was held and I believed that it was PIPA's right
and at the same time duty to express curselves in order to
help remove the misunderstandings and resolve the problem
that may exists, if any, between U.S. and Japan. This, I
think, was one of the challenges that PIPA was faced at the




age of nineteen and had to break through to. become a
twenty yvear old grown-up. . Just beforse PIPA 19th Congress
in Toba, a letter dated September 2%, 1988 from PIPA
American Group was submitted in the name of then President
"A.E. Hirsch, Jr. to the Sanator Rockefeller. It explained
the PIPA's actIV1t1es and expressed the cpinion that there

is nothing of any major importance in the Japanese Patent .

Law or the way that it is implemented by the JPO that
discriminates against U.S. .applicants. We all know that
this letter helped the Senate Subcommittee to understand
that great efforts have been under way between U.S. and
Japanese c¢orporations.. - o . .

Let me nhow Turn to the other PIPA act1v1t1es over theﬂ
year. This past year, as in the past, has seen a v1gorous
act1v1t1es of PIPA.. : . : . .

on October 11, 1988 after PIPA 19th Congress.in Toba, .

the members of the PIPA American Group. visited Japanese

Patent Office .and had a frank discussion with cOmmlss1oner

Fumitake Yoshida and other key members of . the Office.

In December 1988, ‘the information Meeting-for
Non-Governmental Organizations on Intellectual Property
was held-in Geneva. Mr. Hiroshi Kataoka of Nippon - .. -
sShinyaku, one of PIPA Japan Group members, attended thlS
1nforma1 meetlng. : :

In January of 1989, wWe recelved with apprecratlon a.
1etter of .condolence at the demise of late.Emperor leohlto
from Mr. A.E. lesch Jr., then President .of PIPA,Amerlcan
Group. ' g ' .

w-QI February 28th, 1989 a second Rockefeller Hearlng

. was held Three experts test;f;ed at .the Hearing, hamely, .
Mr. Michael Kirk, Assistant Commissioner, U.S.P.T.O.,

Mr. Alan Lawley of Smith Clein Beckman, representing. the
Work Force of U.S.-Japan Conference, -and Mr. A.E. Hirsch, -
Jr. of AT&T as a representative of PIPA American Group.  -In
my view, the second Senate hearing reflects more reality, ..
reasonableness -and object1v1ty than the. first hearlng.

. In partlcular Mr. lesch elaborated on the past -
communication between the members of PIPA American Group ..
and the Japanese Patent Office, for example, one week long.
seminar in 1984 dedicated to the members of PIPA American
Group, and the four such meetings following it. . In. these
meetings the PIPA American Group informally requested .
improvements on-a number of aspects of the .Japanese Patent
systems, such as, introduction of the interview system,

extended period for lodging an opposition, refinement of
multiple claim system, improved administration on the
“liberal interpretation of the chemical claim. Almest all
seemed to be improved as a result, though, in Mr. Hirsch's
opinion, some other aspects still needs streamlined. Such
includes joint oppositions where an application receives
oppositions from multiple parties, limited application of




the doctrine of equivalence and limited freedom for
amendlng translation errors and lack of number of examlners
in the Japanese Patent Offlce.f-"

‘Also from Mr. Karl ‘Jorda was submltted a Summary :
Statement of the Pacific ‘Industrial Property Assoclatlon,3~

“-which ‘stated in short that the first Senate Hearing was

rather one-gided and that ‘from his ‘experience the examlner
of the Japanese Patent Office has been cooperatlve. “He
also conflrmed that other aspects have kept 1mprov1ng.

From Apr11 24, through 28 the cOmmlttee of Experts on
the Harmonization of Certain Provisions in Laws for the

‘Protection of Inventions was'held at WIPO in Geneva. From

PIPA Japanese Group; Mr. Kazuo Kamisugi of Takeda Yakuhin, :
Chairman of the Third Committee participated. The' :
conference focused upon the number of important provisions -
of the treaty, such as the publlcatlon ‘of the application,
search, post grant opposition, correction of the issued
patent, unity of invention and first-to-file system and °
other items, and with the heated discussions, ‘produced

.consensus on many aspects among the partlclpants.

I would like you to note that on th1s Congress we have
invited a few guests, the observers from Canada and Korea.'
I remember having observers on a first- couple of 'PIPA"
Congresses eighteen or hineteen years ago. (But, 'somehow or
other we have had no observers ever since. It is very
symbolxc ‘and memorable that we ‘have observers  on this 20th .
Congress. As long as PIPA is ‘the Pac1f1c Industrial -
Property Organization, we should not forget ‘other Pac1flc
rim countries. I would like all the observers here to*

witness our activities and understand what we are trying to

do. - Of course, also enjoy yourselves at ‘every minute of
the meetlng tlme ‘as well as the non- meetlng tlme. :

Follow1ng this COngress, the- delegatlon of Japan
Patent Association consisting mostly of PIPA members is
scheduled to“fly to Washington, D.C. to wvisit the United
States ‘Patent~and Trademark Office for-exchange of views on
the intellectual Property matters. It will ‘be the third
return visit. I want to thank PIPA American Group for
kindly coordinating the visit. ‘I hope that ‘this meeting

will promote-mutual understandlng between the U.S.P.T.O.:

and the Japanese companles.

“'Finally, I wish to express my sincere apprecratlon for-
your participation in-this 20th Cdngress. We have worked

T a big”sucoess;'jThank yo

very hard _to come to Tucs Now let us make this Congress




-E.R. Kazenske :
: Executive Assistant to the
. Assistant Secretary and CommlSSIOn
- . of_. .
Patents and Trademarks

: » Openlng Remarks._- “'- R
Pac1f1c Industrial -Property As3001at10n.4

::Tucson,‘Ariaona .
;.- October. 4, .1989.

First of all, I wish to thank you for inviting me to speak to:this. .
Association. I know Commissioner Quigg deeply regrets that he could not
be here: - he:feelsvery .close;to this Associatioen:and his.many-friends.
who are here today.

Secondly, let me; congratulate you on your 20th Annlversary
Today, I want to take thls opportunlty to do two thlngs

. _One present a’ very brlef update on our act1v1t1es at PTO,‘;” L
and- ; Ca : R .

Ce: Fwo,. addresa some of the toplcs fac1ng 1ntellectual property
: internationally. PR : . .

' We have seen some ma]or accompllshments and 1mprovements at the PTO

During 1988, .we. had a record breaklng year for patent appllcatlon
receipts. We received- .over:-137,000 utlllty plant and-reissue .
‘applications. . .this year, filings are.running:at.an all .time hlgh
{projections indicate arcund 152,000).

Even with this high increase, it appears we have accomplished a major. -
milestone. I believe we have made cur 18 month average patent:pendency.
goal. We should know for sure this weekend when we run our pendency
report. We will not just be:publishing-an-application: in 18 .months as
most countries do. We will be grantlng a patent in 18 months.

In the hot area of blotechnology, our comprehenslve 13~p01nt plan to
deal with the rapidly increasing activity is on schedule. Our new
biotechnology Group now has over 100 examiners and.-we-have seen:the
turnaround in pendency in this area from a peak of 27.2 months to a.
current pendency-of .25 months. . . : st

‘To help improve the training of our biotechnology. . examiners we formed
a Blotechnology Institute as part of our Patent Academy. This
Institute will provide technical and legal training programs to ensure_
high guality examination of biotechnology patent.applications. '

In our automation program, an Industrial Review Panel completed a
comprehensive review of the program and found that it was Justlfled and
offered real benefits.




We also did a rigorous stability test of APS. That test was very
successful and has removed the concerns about the reliability of the
system. So successful was the test that the Secrétary of Commerce
cited our automation efforts for meritorious achievement. :

We have now made our APS-Text System and our T-Search System available

to the public in our Search Rooms. The APS system provides the text of
all U.5. patents that have been’issued 51nce 1975 and Engllsh language

abstracts of Japanese: and Chinese patents.

" Speaking of autemation--Our PTO Board of Patent Appeals and
Interferences has taken a step into the future by holding two ex parte
appeal hearings by videc teleconferencing.- This is a pilot program to
evaluate the effectiveness of teleconferencing hearings. At one

" hearing, the Board members were 1n Washlngton and the attorneys were in

San Franc1sco.:--*
We' have recelved some very 9051t1ve comments on thlS pllot program

Even w1th our efforts to reduce pendency, we are not backlng off on

"quality~-just the ‘opposite, in fact. -We are 'seizing. every opportunlty g

to improve the quallty of our serv1ce and products.

" In addition to our Quallty Review Program, we are contlnulng to enhance
our Quality:Reinforcemént Program. We have ‘placed continued emphasis
on the inclusion of motivation in the rejection of claims under-Section
103. Over the past year we have held meeting with managers,
supervisors, and examiners to point-out the significant role of quallty
office actions when communicating with applicants and attorneys in the
prosecutlon of an appllcatlon.

To further relnforce the 1mportance of quallty and pendency, we

"implemented®a trial Gainsaying Program. for patent ;professionals.. The

purpose of the: Program is:to provide increased:incentives for
significant contributions to-enhanced quallty, product1v1ty, and
Pendency. . :

There ' are many more 1n1t1at1ves and accompllshments happenlng at: the B

PTO" 1nclud1ng"
‘A reorganlzatlon of our PCT operatlons,

....Patent term restoratlon extended to anlmal drugs and veterlnary
wmedlclnes" : g e : :

Iﬁ‘The 1n1t1atlon of our Progect 400

..The . mplementat;on of the Trademark ‘Law’ Rev151on Act of " 1988

o -Our educatlonal efforts through PROJECT XL

But}.let me talk a’ few mlnutes about -our: 1nternatlonal efforts._'¥3




I'm sure you:have-all heard about the frank: v1ewp01nts expressed by .
Commissioner; Quigg and, Commissioner.¥oshida,{from JPO})- before the
Japan-American Society “in Seattle,;ﬁashlngton., Even w1th the obv1ous ‘
disagreements on certain -issues, I see both men hav1ng the same dreams
for -the. future-of .patents: -- .the world.is.-becoming. increasingly ..
"borderless™ :and -a-Nation's. success in. the international markets. w1ll
be increasingly dependent upon the establlshment of sound and fair
Systems of protection throughout the world. '

The viewpoints .they :express.has much to do with their perspective. .
It!s mich :like:the farmer -who was- driving .his horse and.wagon to. town
He

for a load of grain and had a head-on.collision. with .an automoblle.r
was lylng there serlously 1njured -

And later followed the usual legal procedures w1th the 1nsurance
company and_ akl, and he wag on the.stand and a lawyer said to. hlmﬂ,
"while:you were lying-there at the scene :of the acc1dent dldn t o
someone ;come up to you and- ask-you-how.you -were feel;ng?, And; didn't .
you answer that you never felt better in .your .life?" "Well, ?Hhe‘sard_w
"yes—yes, T guess, I remember that happenlng.“

Later, -on. redlrect the other attorney asked "What were the .
c1rcumstances when you gave . that -answer .as-;to how..you, felt°" "Well L
he gaid, "I was-lying -there and a.car came up.and a deputy sherlff got

out.. My horse-was neighing with: :;pain and had two broken legs._ The -
deputy put his gun to his ear and:put.the:horse.out. of. hls -misery.. - My'
dog had a broken back and was whlnlng with pain, and he went over and

did the.isame. thing. ::Then-he came:over to-me:and.said, :'Now, how.are . .

Asiyou all-know, the-United. States has:been engaged:in- 1nternat10nal e
patent-law talksfor a: number of. .years: and:on a_number of. fronts. . The:
scope of these dlscu551ons,more‘recentlyﬁhas”ranged from.our. bilateral:
sessions withra number’of -Pacific-rim. countries:including Japan, .to.our
onngoing:;talks:in:the GATT .and the: World..Intellectual ;Property : .
~Organization (WIPO).::It-is:too early.tc tell.if.these- dlscuss1ons w1ll
bear any fruit or if the fruit they will bear will be desirable to
patent appllcants and practltloners :in the United-States.. ..o .o .

Under the GATT we are worklng w1th other countrles to establlsh G
minimum standards of protection for a number of forms of intellectua
property. The basis of these negotiations is contained.in the::
Ministerial Declaraticn adopted at Punta del Esta, Uruguay, in September
1986. R, ‘ T, e ;

In these:negotiations, :the Eurcopean Commission, -Japan,:.the United.

~.States,.. Australia,.Switzerland,..and .the.Nordic.countries..submitted. . ...
'papers outlining:what ~they -perceived to be the problems. encountered in

‘connection with intellectual property rights. All mentioned inadequate
and nonexistent :international: standards; :as well.as-inadequate:
enforcement of such rights. Other countries, ied by Brazil and India,

- argued that those problems are more appropriately dealt with in WIPO.
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_system lnclude.; o

Even though the GATT negotlatlons are for setting minimum standards and

not harmonizing the laws, some standairds do overlap with -‘harmonization-

negotlatlons,'such as the proposed patent term of 20 years from f111ng.

The Japanese and’ Europeans ‘have been Nery: helpful 1n GATT in'. opp051ng

the - effort by certaln developlng countrles to block progress

Uk L & x

Harmonization discussions are ongoing in WIPO. -These-‘discussions:

" include 22 items: “including the first= to-flle pr1nc1p1e, publlcatlon of
" applicdations, and the -term of patents G :

Commissioner Yoshida sees the United States as being timid in these
negotiations‘and discouraged by ‘the’ ‘way ‘the ‘U.8, is tackling ‘this
matteri  Hé seems to feel that we’dre out~of-step with the world 'in the
way we grant patent rights. If We'dre cut-of-step, it 'is only:because’
our galt ‘is qulcker and we ‘are waltlng for the everyone to reallze the
current “intelleétual proPerty pace : - TR

He says we don't have a flrst to-flle pr1n01ple thCh is observed by .

. Japan and Europe.i We “don't ‘observeé the ‘practice of publishingiafter
- 18—months. We-don't"have a’‘request for: examlnatron'practice—#fyetVitf“

is" accepted ‘by-most countries of -Europe and in Japan. . We“don't have an
opposition’ ‘System- for stabilizing rights ‘and-a- patent term based on-

.flllng date as do the Europeans and Japan.ff—

As to the“flrst -to- f11e ‘practice, ‘we do not- completely oppose thls
practice. But, it must be part of a "balance package.''' "~

"I want to explain exactly what I mean by that.

We are looklng for ‘equality significanticoncessions on the part of our

partners inguch a-treaty. - Stated:in.another:way, we expect to galn i
items of interest to’the: Unlted States:.v: items :such:ag an- RS
international grace- perlod an‘all-encompassing definition- for '
patentable ‘Subjedt : matter “a-reasonable ‘scope:oficlaim interpretation; -
an’ adequate patent term, among & number of other thlngs.'“ O R

There are many arguments for and agalnst the Unlted States going to A
"First-to-File" system. Some arguments oppo51ng a "First-to-File"

. More appllcatlons w1ll be filed

. Sloppy flllng, poor quallty appllcatlons,

ntor,

Hconstl tlon refers to

Flrst to-Flle system is unfalr to the true 1nventor, and

' Pr1nr user rlght deflnltlon and 1lmltat10n problem.'--“r”*“ o




Some arguments faveuring a “FlrSt -to-File" system 1nclude

'. :Interference practlce and cost ellmlnated
Great bargalnlng Chlp for U S.;

Multinational firms must already operate as lf on a
"First- to—Flle" system,- s O

.‘ Dlllgence in flllng is alreadf'anmiasue in the'ﬁ;S.;ﬁand

. U.S8. filing date . already dete:mines,first-to7file;rights
overseas.

As to publlshlng an appllcatlon at 18-months, we patent at 18-months.
Not only is the technology avallable for publlc lnspectlon, the patent
‘rights-are known. by.everyone. Ny

Currently, we are seeing-at.least 5.yvears for a patent in Japan {(a 2
year period before examination is requested and a 3 year period to
complete the examination).. A major-.cause.of :delay, we believe, is:that
the Japanese.Patent: Offlce -is. seriously understaffed to handle the:
. volume of applications it receives. ' Last year, approx1mate1y 511, 000
 patent and utility model applications were filed with the JPO
contributing to a backlog of approximately 2.5 million (of which
627,000 have .requested.examination). .Their office has approx1mately
860 patent examiners to handle this- number. . i

Commﬂss;oner Yoshlda has characterlzed thls as. hls greatest challenge
He -has proposed a, comprehen51ve program to. address this: issue- 1ncludlng
automatlon efforts, -increasing: the . number of .examiners, and.. : st
'contractlng out -search werk. -We. have yet to.see any effect however g
and "justice delayed is justice denied." PR

L x *

When considering opposition proceedings throughout the world, it is the
Japanese and very few other countries that have a pre-grant opposition
after allowance of the application. This system enables competitoré to
delay the grant of a patent and to increase the cost of obtaining a
 patent 1n Japan.

Often several competitors will file oppositions if an examiner decides
that an invention is patentable. Each opposition may be based on the
same or different information. Each competitor has only the cost of a
.single opposition. The applicant must bear the costs of translating
and responding to each opposition. Many applicants, particularly small
businesses, either agree to license the competitors at low rates or

give.up..entirely.... Either.way,..the.local. . competitors. Wil s,

* * * .

There are more issues I could address (see compariscon chart), but I
believe you ‘can see we have many problems with just jumping into step
with Mr. Yoshida's position. And if you have reviewed Mr. Yoshida's
comments in Seatitle, you can see he has problems with our pace.

* * *
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From everything-I have been addréssing it may seem hopeéeless.  ‘But, that
is not the case -~ we are seeing many positive, cooperative efforts
being accomplished. The-USPTO; the JPO, and the EPO have worked
together very effectively in our Trilateral negotiations.

. We have seen the three Offlces.

ReCOgnlze the hlgh 1mportance of ach1ev1ng a 1ntegrated
=_procec:lure for the handllng of appllcatlons in an electronlc

“Commit 6  the dissemination '6f automated: fpatent‘ *data-: e

Agree upon a text for harmonlzlng the unlty of 1nvent10n
*”Vpractlce. o - R S o

. Agree upon a text for harmonizing examiner interview practice!:

gl Agree on the exchange of search results
We will. be holdlng a Trllateral meetlng two-weeks from how in”
Washlngton ---hopefully we’ w111 see many more p051t1ve results.~,

Even: w1th the dlver51ty and 1ncon51stency ‘of” patent laws ——‘desplte the
obvious legal and administrative difficulties, most industrialized’ :
nations have started to show a grow1ng apprec1atlon for the econcmic
advantages to bet gamned through ‘overseas patent’ protectlon. T belleve
that~it ‘is?t6 everyoné's benefit to.rémiove (or at least lower) ‘someé’ of

"those internationsl patentlng hurdles:: ‘While- changes ‘are ‘alwdys Very:-

difficult ‘to make ... in this case, the beneflts certalnly outwelgh the

- difficulties.

Thank you.




Martin ‘Kalikow
- Counsel, Helfgott & Karas
New York, NY . -

- HISTORY OF PIPA - AMERICAN PERSPECTIVE .

-Good morning.'.it-is,indeed a great. pleasure for;meito_be_able'tc,
share this podium with my good friend, Ono-San, and to have the honor.
and privilege of again addressing my- favorite patent association, PIPA,

What I would like to.do this morning is. to give you, from the ..
perspective of the U.S. PIPA members, a brief -historical review,
' of the formatlon of PIPA and the development of its. committee
structure,

of some of the 1nterest1ng places v151ted and events enjoyed by
PIPA members,

of some important 1ntellectual property matters dlscussed and

dealt with relating to.international treaties and: to countrles out51de '

of :US and Japan-as well as to US and Japan itself, .
of the influence and importance of PIPA with respect to the US
Patent: Office and.to the Japanese. Patent Office as well as to the WIPO
-and flnally, -of : the value of PIPA-to its members. :

Back in 1969 ]ust before PIPA was establlshed the main - -, -
intellectual property matters under consideration were the proposed
Patent Cooperation Treaty, and its offshoot, the European Patent
Convention. :There were several different. viewpoints: including those of
the Soviet block, the developing countries, the European countries, and
other industrialized countries such as US, - Canada. and Japan outside -of..
Europe~..~Within, the US there were alsoc-differences of opinion between..
the patent attorneys employed. by corporations:and:the independent .. -
patent attorneys.of . the private patent bar. . The patent section:of ‘the .
NBM represented the attorneys employed: by corporations,-and reflected:
the v1ewp01nt of US 1ndustry

A dlplomatlc conference on. the PCT had been scheduled for 1971
but only delegates from national governments and observers from
international patent associations would be invited to -attend. Since
° NAM was purely a national association, it would not be. invited.

John Shipman, the international patent counsel of IBM was, therefore,
asked by Fred Hess, the.chairman of the NAM patent section,.to see if
-there was any interest in Japan and Canada in forming a new inter-
national intellectual property organization together with the:US.
John::Shipman, therefore, contacted the Japan Patent Association through
Ono-San, the nager of :the IBM-Japan Patent Department, and a meeting:

A8TEFranged rin T TokVe i October 1969 Betwe
of AT&T, -and me representing the United States '‘and Saotome-San;:

“chairman of -the board of JPA, Shinohara-San, managing-director of JPA,
Ito-San of Hitachi, Sakama-San of Mitsubishi. Heavy Industries and: :
Ono-San -of IBM Japan, representlng Japan. S -

JBHH”SHipman;”Pﬁﬁl'Enlowf”'
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At this meeting it became quickly evident, from both the US and
Japanese viewpoints, that the main reason for forming such an
international assocciation was not the PCT representation, but rather
the need to know more about each other and each other's intellectual
property systems. The corporate patent attorneys in the US were

‘heavily involved in ‘the procurement: and evaluation of Japanese patents,

and in the licensing of patents and knowhow tc Japanese companies. .
They were confused and frustrated with problems of Japanese translation
and patent procurenment and claim interpretation. Moreover, deep and
important business relationships were being established between US and
Japanese companles, and the US corporate patent attorneys needed to ©
know and be able to work with their counterpart Japanese corporate
patent managers. The Japanese patent representatives had similar’
problems with respect to the US, and it-'was agreed to go ahead withi'the
formation of an international organization on the basis of separate

-Amerlcan and Japanese groups.

Upon return to the U8, a planning session of 14 US patent: counsel
was held in New York and a draft constitution prepared. After review
by the Japanese, a modified constitution was agreed upon calling for -
memberships to be limited to corporations having at least one full time
patent profe551onal “with seéparate BAmerican and Japarnese groups, each
having a président, two board representatives, and a staff director -

- together constituting the Board of Governors, - and with.the presidency

of the association rotating each year between the two groups. The
Canadian corporations were not very interested, but were given
assoc1ate membershlp allow1ng thelr representatlves to attend meetlngs;

: ‘An organlzatlon meetlng of the American group was held on Januaryl
20, 1970, and I was' electéd president, John Shipman and Fred Hess

elected first ‘and -second -representatives, and Ray Bennett of  NAM -

appointed staff diréectdr.+ By the time ‘of the first joint congress "in =
Tokyo in March ‘1970, thé American group had 60 membérs, including many”
of the la¥gest corporations in the U. 5., and 24 US patent counsel made"
the trip-to Tokyo-to attend the first Congress. : N

With prior agreement of the Japanese group, at this first meetlng
four: standlng ‘committees were established relatlng to:

O Patenthaw and'Practlce
2. - Trademark Law and Practice.
3.~ ‘Licensing Law and’ Practlce, and ;
Ay -Reglonal and Internatlonal Treaties and Conventlons.

The' flrSt ‘three standlng commlttees have remalned until the
present. : However, "after -the first few.years.-of PIPA, -the PCT and EPC -

~w-were-ddopted-and~implemented;~and-there-was-Lkittle-further-..

international ‘tréaty activity. BAbout the same time, a Mediation ‘Board

was established by PIPA for conciliation of .intellectual property i

digputes between-Japanese-and American companies.. Therefore, a

 ‘standing committee #4 ‘on Conciliation of Disputes was substituted for '’
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Each year a meeting of the American Group has been held in the US

in order to discuss any topics of current interest and prepare for the ’

next Congress, and also.to elect officers.  The presidents of the ' -
American Group after me have been Edgar Adams of Bell. Telephone,

John Clark of Monsanto, Cornell Remsen of IT&T, Harold Levine of Texas
Instrument, Paul Enlow of AT&T, Pauline Newman of FMC, Tom O'Brien of
Union Carbide, Carl Jorda of Geigy, William Norris of Dow Chemical,

Al Hirsch of AT&T, and Paul Carmichael of IBM. In 1974 Ed Bell of

.~Singer was elected Secretary-Treasurer, and he took over the duties of .
the Staff Director, Ray Bennett. Ed continued in this position until a

few years ago when he resigned, and was succeeded by our present
Secretary treasurer, Allen Spiegel. Sad to say, several of these
distinguished gentlemen, including Jchn Shipman, John Clark,
Cornell Remsen and Ed Bell have now passed away.

- +. During the earlyAyears,‘one of the main pfobiems was.that of ‘
translation. The Americans could not speak or understand Japanese, and

many of the Japanese members could not speak or “understand Engllsh." It

was sometimes difficult to obtain quallfled simultaneous translators,
and it was difficult for the Americans and Japanese to communicate with
each other during the social events. -However, by the early 1980's,
substantially all of the Japanese group could speak or understand
English,.and almost all of the papers of the:Japanese group were
delivered -in English. . This was greatly appreciated by the American,

Group, and considerably.improved the level of communication between the

two groups. We certainly could not have delivered our papers in
Japanese.

:The honorary chalrmen of each Congress have been promlnent leadérs

of industry in US and Japan 1nclud1ng, for example, the chairman of the

Board of Fuji Film, Carrier Corp. Hitachi and Union Carbide. It is
also noteworthy that PIPA has been.addressed by every US Commissioner
of Patents and every Director General of the Japanese Patent . Office
that has been app01nted during the 20 years of PIPA's existence. '

' 1In 1981 a PIPA DlstlHQUlShed Serv1ce Award was 1nst1tuted for )
outstanding .contributions 'in the field of 1ntellectual property, and
Saotome-San: was the first awardee. The succeedlng awardees have been
" Donald Banner, Edgar Adams, Matsui-San, Myself,. Hirano- San,

. Pauline Newman, and Aoki-San. : S

- The leocations of the Congresses alternated between US and Japan in
cities of great commercial or. historical. interest, 1nclud1ng New York,

Washington, San Francisco, Boston, Williamsburg,. Phlladelphla, Chlcagotl

and -Baltimore in the United States, and Tokyo, Kyoto, Hakone, Nagoya,,

Kobe, Sendai, Kanazawa, and Toba in Japan The variety of locations in

Japan gave the. Amerlcans an. appre01at10n of the d1ver51ty .and beauty £

TrEheTdifferent T regionsof "Japan, including hoth ‘its large cities and its”

countryside. - For the Americans, the meetlngs in. Kobe, Sendai, Kanazawa
and Toba were particularly fascinating and apprec1ated since these were
- cities that had many interesting attractions that the Americans would
not otherwise be likely to ever visit or see. During the various
Japanese Congresses, the Americans also.greatly enjoyed the tours to
Hakone, the Nagoya Castle, the Himeji Castle, -Matsushima, the_Kenrbkuen

Gardens,~the-Eiheiji;Monastery,.the.Kanazawa:Castle,,and the Ise;Jingu.

"




'.”Conventlon relatlng to compulsory llcen51ng as a remedy for non-working

shrines. ‘We hope the Japanese members equally enjoyed the tours we
arranged to San Francisco Bay and the California Wine County and Lake
Geneva in Wisconsin as well as to old historic points of interest in o
Boston, NY, Wllllamsburg, Mount Vernon and Annapolls 'in the U. S A.

‘Turning now to the profess;onal aspect of the PIPA Congresses, the
papers and activities of PIPA related not only to'the 1ntellectual
property systems of the US and Japan, but-also to other emerging'
Pac1f1c eountrles as well as to 1nternatlonal patent treaties.

_With respect to such patent treaties,’ durlng the early years, PIPA
was greatly concerned with the adoption and implementation of the PCT -
and the EPC. Observers were sent to the PCT diplomatic conference and -
position papers issued. Several reports were presented at PIPA
meetings concerning the procedures and effect of these treatiées.

During these early years, there was also considerable controversy with
developing countries concernlng revision of article 5A-of the Paris’

of patents. A common position against some of the proposed changes was
reached between the Japanese and American groups and delegates were -

_sent by PIPA to WIPO's meetings of experts on this subject.

There have also been discussions and papers ‘delivered by both the-
UsS and Japanese groups relating to the proposed Trade Mark Reglstratlon
Treaty as well as to the Treaty on the Dep051t of Mlcroorganlsms.-

More recently, there have been discussions and papers delivered

.coneerning the activities of GAIT to improve the scope of the

protection afforded by certaln developlng countrles to 1ntellectual
property rlghts. : .

With respect to countries out51de ‘of US and Japan, the Americans
were particularly interested in Korea and Taiwan and the newly emerging
countries of Southeast Asia. Several excellent and comprehensive
papers were delivered by the Japanese Group Committees on the law and
practice of these countries which were greatly appreciated by the -
Bmerican members. There were alsc important discussions and papers on-
the new patent law of China. In fact, several members of PIPA, both
from US and Japan were invited by the Chinese authorities and ‘went to i
China to help in the formulation of this new China Patent Law.

However, the most’ 1mportant professional activities of PIPA, from-
the American v1ewp01nt were the discussions and papers by the Japanese

 members: ‘relating to Japanese naticonal law and practice. These papers

covered many subjects of great interest and importance to the Amerlcans

'1nclud1ng, The Utility Model System, beferred Prosecution, Opp051t10ns

“Tand” Appeals, And article 29" Bis of the Japanese ‘Patent Taw: - Over-the:

years ‘these  Japdnese Group papers- kept'the American members informed of
all major changes inJapanese law and practice 1nclud1ng, for example,-

“the ‘change from single to multlple ‘claim practice and the revisions in
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the copyrlght law.

I'd like now to take ‘a moment to note the general importance and
influence which PIPA has achieved during the past 20 years relative-to
the activities of the ‘US and Japanese Patent Offices and of WIPOQ.:.

i.
i
i
1
{




respective companies....In.my.own. case, within.the.General-Electric....

-As you know,.many.:of the individual members of PIPA represent:the
major corporations in (S and Japan and have: great. influence in their--
own countries: on developments -in the -intellectual property - -field. ~In--

' -the US group,. for .example, Don Banner was a US Commissioner of Patents,f

and Polly Newman. is now-a Judge of.the US Court. of Appeals for the  .;
Federal Circuit. . The PIPA. dellberatlons have. also .given the US and
Japanese members, great knowledge and 1ns1ght about each others i
viewpoints on any proposed changes in intellectual property law and
practice.. These.facts are fully appreciated by the officials of the US
and Japanese Patent Offlces and of WIPp, and. the. Oplnlons and advice of

-PIPA and its. members is constantly belng sought by these off1c1als.__Inu

fact, in 1984, the cooperatlon of the Japanese and American groups of
PIPA was sought by the JPO in arranging a meetlng ‘between the JPO and
patent representatives of US industry in Tokyo in order that the JPO

" could better explain to US industry the details of JPO practice. The

theme of this meeting was the need for greater communication and
harmonization of international patent law and practice. This theme was
communicated to WIPO, and partially on the basis thereof, WIPO decided
to launch its present effort to develop a Patent Harmonization Treaty.
As you know, PIPA is now studying this proposed Patent Harmonization
Treaty, and the OplnlOnS of PIPA will also be given great weight by

WIPO.

Following up on this meeting, Japanese members of PIPA have also

‘been invited to similar explanatory meetings by the USPTO in
. Washington, and the American members have been invited to further

meetings at the JPO. At these meetings, the Americans were able to

directly explain to the JPO officials the problems they were having

with the Japanese prosecution, and the Japanese members were able to
explain to the USPTO cfficials the problems they were having with US
patent prosecution. In fact, some of the changes in US and Japanese
patent practice are believed to have resulted in part from these
meetings. The American group of PIPA has alsc been host to study teams
vigiting the USPTO from the Japan Patent Association.

Finally, I believe that from the viewpoint of the ﬁs group the
greatest value of PIPA has been the opportunity over the years to meet

- with and get to know the leaders of the Japanese Patent profession such

as PIPA's Distinguished Service Award recipients, Saotome-San,
Matsui-San, Hirano-San, and Acki-San, and such as the other presidents

" of the Japanese group, Toki-San, Ozu~-San, Mifune-San, and Murayama-San.

As you may know, some of these men have also received awards from the
Japanese govermment for their contributions. PIPA has also given the
US members of the Board of Governors and the US Chairmen of the various
committees an opportunity to meet with and get to know their Japanese
counterparts. From these PIPA meetings, close personal relationships
and lasting friendships have evolved between American and Japanese
members which have often extended to the patent staffs of their

Company, the PIPA relationship led to Patent Management Information
Exchange meetings between the patent management staffs of GE and
Toshiba, as well as between the patent management staffs of GE and

‘Hitachi, and T am happy to consider several of these Toshiba and

Hitachi patent managers as my friends along with my many other Japanese
PIPA friends. I know that many of the other American PIPA members have
also had similar additional contacts and have developed similar
friendships with the Japanese PIPA members in their respective fields

-of industry.
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'Both the American and Japanese members have-also had. an
opportunity at the :Congresses to relax and'enjoy each others company.
- From the very first meeting when Director General BAratama- decided, 'at
the” reception in Tokyo,-to ‘sing a folk seng rather than give a speech,
we havé been singing together at receptions, and walking: together at
outings. " Our wives have' also enjoyed ‘wonderful “tours together w1th
Japanese wives and have developed frlendshlps w1th them. SRR

Thus, ‘PIPA has growu over the vears into ‘@ healthy and therlng
.organlzatlon of great natlonal and 1nternatlonal 1mportance on the
basis of® dlrect 1nformal personal relatlonshlps ‘between the members of
the two groups. I hope ‘and expéct it will sxmllarly contlnue to grow
and flourlsh durlng the next twenty years.: Thank you.ﬂu‘_'
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Koichi ‘Ono

-Director of Patent and
Licensing - Co
Kyowa Hakko Kogyo Co., Ltd.
Tokyo _ S S .

- October 1989 .. . .
History of PIPA - Japanese Perspective

Honorable guests, 1ad1es and’ QEntlemenl3'7“”

It ‘is a great honor and a pleasire for me to participaté in

 this PIPA Congress celebratlng 1ts 20th anniversary and to-
'address you ‘at this ceremony. LTS e
' " PIPA is of my ‘dear memory, ‘and "also PIPA is’ always fresh. I

_ jOlned PIPA at the 3rd congress in 1972 for the first: tlme.'“‘f”'
© 8ince then, I part1c1pated in most of the congresses." .

' Looklng back ‘with nostalgla, PIPA'S act1v1t1es, ‘at“the’ very
initial ‘stage;’ were maﬁiy or mostly ‘directed to the’ exchange ‘of "
information ‘about - the 1nte11ectual property rlght systems in the
U:S. and Japan.”a*' L ' ‘ R S

Of course, this is a very 1mportant role of PIPA, ‘and“such’’
activities’ have earnestly been contlnued “and should ‘be’ cont1nued
in future. : ' TeeA R S S SRR

: Presentatlons made at each- congress ‘Have been very valuable
and 1nformat1ve. Efforts by ‘the persons - who prepared such’ =
presentatlons are hlghly apprec1ated Honestly, I 1earned very -
-much not only about the U. S. system but also about Japanese
system ‘at PIPA congresses. o ' )

I still remember many presentatlons and dlscusslons very
well.’ For example, many questlons and’ op1nlons were taised” when
the elimination of exc1u51on from patent protectlon chemical
substances, foods and pharmaceutlcals was be1ng leglslated 1n:a
Japan. - ol SR BT TN ST A ke e

Sometlmes, the dlfferences in ph1losoph1es and soc1a1

backgrounds betWeeﬁ“thé”U S:”and Japan were a subject, € g.

‘differences in the attitude of Amerlcans ‘and Japanese 1n'f"

" concluding’ ‘and 1nterpret1ng ‘an agreement or contract. Japanese 3
are emotional or not? - ' B o

Further, it is to be noted that great efforts were made to
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establlsh PIPA concilliation system.
| Furthermore, harmonization of patent systemg was proposed at
PIPA congress many years ago. R ’ Lo vy

Another important object of PIPA at its establishment was to
send representatives to WIPO meetings as observers in order to
_ present or submit oplnlon and- p031tlon of industries in the U.S.
and Japan. _ T R R

. The revision of Paris Convention came to us at first. It is

basically negotiations between .north and south; iﬂe, developed
countries and developlng countrles.,_Efforts were made'by 3IPA;to
establish the position of industrial sectors in the two S
‘countries. We have been sharing the same position.on almost all
lssues,,inoluding the lndicatlon;ofﬂourgrn of product asygacrtto
area countrles.u":_ S W o .” ‘ f »

.As .you know, there has been almost no progress in the e
1mportant 1ssues 1n the reV151on of Parls Conventlon, althouqhir-
there was a certaln movement last _year regardlng the non-
voluntary 1lcense. However, we should always keep 1t in mind as.
an 1mportant pendlng subject._,ﬂ_ . _ PO ST .

.-Once, we experienced a time of antl-patent, partlcularly, in
the U.S. In the meantime, the activities of some developlng :
countrles have been growing.' There is a.flood of counterfeltlng
and pyrating. goods.ﬁ Now, it. has been. recognlzed that .the .
intellectual property rlght system. affects to.a great deal the
commerce and trade in the world. Commerce and trade are the .. .
basis of industris. Research and development, and investment ;~h
very much rely .upon 1ntellectual property rlght systems.. 7
Greatest questlon before s 1s to establlsh a new pro-patent
‘order and c1rcumstances Ain the world to provrde effect;ve, -
approprlate and reasonable protectlon of 1ntellectual propertles.

Everybody recognlzes that we have been faced with very
difficult questiong, i.e. GATT TRIP negotlatlons, harmonlzatlon

‘mnegotlatlons and”the U.S.

QObviously, such negotlatlons 1nc1ude not only those between
i developed and developlng countrles but also those -among. or
between developed countrles.
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soicurrent. activities of ‘PIPA on these subjects-are highly
evaluated. Specificallyf%efforts~madenbyfthe American:group i

-regardlng ‘the - patent conflicts between -the U.§5. :and -Japan are. ;..

gréeatly appreciated. zoo 50 w0 ogn Lom dianne o 0D 0

~This«is really:-a'big problem.  However, it may .be:-
recommended-to “solve:the :problem nét-by bilateral-negotiations. . .
but in the frame-work of multilateral negotiations, at least:by::

'negotlatlon ;amongthe 'U. S., Japan and Europes

“There is a dlfferent type-of ‘préblem: :There have:been:many:
discussions on the protection of so-called highftechnologies. @
ngh technology. is often representediby: computer-related
technoléogy+~and biotechnology. ¢ EREESE L g . _

‘Protection of computer software has drawn-our attention to: -
copyright, whcih was formerly not a subject of PIPA, "This::

subject has been extensively discussed at PIPA.

On the other hand, as to the protection of biotechnology,
protection of plants and animals has little been discussed. wNow,

many industrial companies are carrying out R & D on the creation

of new plant varieties and animal varieties by highly advanced
biotechnology. Innovations of novel plant and animal varieties
relate to agriculture. Industrial sector and agricultural sector

may have a different position on this issue even in the same

country.

One example is so-called farmer's exemption. This kind of
exemption seems to take away unreasonably substantial portion of
the right of innovators.

As to the protection of plant, there is UPOV Convention.
There have been movements to revise the Convention, It is
reguired to monitor the movement and establish the position of
industries. This is basically a dispute between different
business sectors, i.e. industrial sector and agricultural sector.

We should always consider what PIPA should do, and how PIPA

=Y ¢ To ki < 0 T~ 0 1 o 0 o 1 e e ———

It is the time when the real evaluation of PIPA is to be

determined. All of us are responsible for that.

I have talked much about problems. Problems encourage us.
However, that’'s not all of PIPA.
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What ‘is.'good and.enjoyable with ‘PIPA is to meet people and
to get friends. "‘At every congress, participants enjoy tours.and.
partiés, which are good opportunity:to.:get.friends and to:.get in-
touch with different cultures. This is most helpful -for mutual
understanding.EfSometimés;=we became ‘speachless with gloriocus

'Vnature:5uSOmetimés,JWefreviewed‘historiQSa -Sometimes, we-enjoyed
“human'.arts,.;:.‘a T leenianno LUl hpanes o onUmie e o ol vl o

It is no question:that this Congress also will:be enjbyab;eg
and'successful. ~Selectioniof :place and preparation of entire
program.are-marvelousy .o

We will.renewﬁoldgﬁriendshipwand,also establish:néwﬂn;-‘r--z
friedship. We will remember the pastxcongressés;; We:zwill:be .-
encouraged:for future::.We-must:celebrate this Congréss. -It's. .
the 20th anniversarys ..., iu° : : ' :
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- PACIFIC INDUSTRIAL PROPERTY ASSOCIATION
IR Twentleth Internatlonal Congress
. Tusoon, Arlzona '
October 4-6, 1989
| PIPA Award’
_ Acceptance $peech

Minasama Konban-wal _
Good evenlng, ladres and gentlemen'

Thanks a° ‘million; Paul’ and Norichika- -san, for your most grac1ous.
1ntroductlons.; Needless to say, I'm immensely pleased to accept.
your ‘award. “In fact, ‘I'm ‘deeply’ honored and humbled to be: this.u
'year s PIPA award winner and to join'the distinguished group of :
prior awardees, Don Banner, Ed Adams, Marty Kalikow and Paullne
Newman, on the U.S. srde, and Saotome-san, ‘Matsui-san, ool ooy
Hirano-san'and’ Aoki-san, on the Japanesée’ s1de.f All-of: these
award w1nners ‘dre tltans ‘and - luminaries~in our: professron and my
hat is off to them for thelr many accompllshments.=~ SRR SN

T am also hlghly gratlfled for belng chosen ‘as thls year S award:
w1nner ‘because-this is“the 20th Congress;, - a’‘milestone in"PIPA.
hlstory, and also’ because I am but a''Johnny-come=-lately:joining::
PIPA in 1976 when it was - already well- establlshed and’-inflien-
tial while all of the prior awardees were founding fathers and -
charter members of PIPA

Belng a member of the PIPA famlly, serv1ng PIPA as a member,-a-»ﬁ
committee chairman,“an officer and“an ex- off1c1o has’/ truly beén‘a
distinct privilege and a great pleasure for ‘mé. “Over the years
I have belonged to many an organlzatlon but none guite so

specral and so unique-as PIPA which, ‘in’ the words ‘of theformer -
JPO Director ‘General, Wakasug1 san; stands- as "a brrdge between :
_our two nations," "I~ 11ke that phrase ‘a lot, " - o

. The insights into Japan and the Japanese Intellectual Property
_System 'which I and the whole U.S. -groip galned through PIPA:-
_membershlp are invaluable:’ But what's even more valuable are:
the ‘'warm frlendshlps with Japanese- and ‘American PIPA members
which PIPA nurtures and nourishes. “I°shall always-cherish these
frlendshlps as symbollzed now for me by thlS coveted PIPA award.,

Paul mentloned the ‘several visits since 1984-to the JPO by an :
American PIPA delegatlon and to the 'USPTO by a JPA delegatlon.ﬁfr

These meetings are oonducted in"a“spirit® of"~ profe551onallsm and
good will and there' is no doubt in my mind that ‘théy conttibite’
to the improvement and. harmonization of the U.S. and Japanese
patent systems ‘and to mutual understandlng between 1ndustry and
government 1n both countrles.
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Consequently, it is clearly in everybody's interest that these
back and forth visits or as I call them Foliow-up Meetings and
Return Visits by the very users of the respective patent systems
be continued. Dialog is always beneficial and there is no

- gsubstitute for dialog. And this kind of quiet diplomacy has a
definite place in the present harmonization movement in addition
to the WIPC, Club of 15 and "Trilateral" initiatives.

For these reasons I'm very happy that another Return visit to
. Washington by a JPA delegation will take place next week
following this Congress. 1In addition to sessions at. thé USPTO
and with the AIPLA and IPO, they will also make a courtesy visit
‘to Congress. This is a flrst for them. They do this with a .
goodly dose of trepidation in light of Senator Rockefeller's
activities but I have assured them that they need not fear.

They will get:.a friendly reception. Besides, according - to _
Business Week'!s ‘1989 Hip Parade. Japan- bashlng has been replaced o
by’ Euro-bashlng in thls country . . -

Inc1dentally and ln a llghter veln, you'll be 1nterested to knowﬁ
that accordlng to th1s -Hip-RParade of what's.!in" .and what's. " .
"out"-in the fields .of social trends,: flnance management, 3
politics and economics: Program- tradlng in- Chlcago is "out" but
Program-tradlng in Tokyo is "in," Lite Beer is "out" and Dry v
Beer is "in'". .Acki-san. mentloned "dry beer".in Toba, last year, .
so it's obvxously "in" in Japan, too.: It is:a 1ong and 1nter-“-”
esting list but let me mentlon Just two more ‘items. Cory Aqulno
is "out"-and: .Benazir Bhutto.is "in" but.Vice Pre51dent Dan Quayle
is "in".as well as: "out" o e ‘ o

A few words now on harmonization or rather'anplea or prayer for
harmonization.  Harmonization was not mentioned in the Hip i
Parade but- it. definitely is "in". 1It's an 1dea whose tlme has L
come. It can't .come- -Soon enough. o T

A world-w1de harmonlzed patent system or a unlfled 1nternat10na1“
approach: to the protection.of intellectual property would be’ a. .
boon to innovation, technology transfer . and technologlcal
progress.

The so-called "thtle Man from thtle Rock "oit 1s malntalned byg
some; ~does not do any foreign filing and. does not.care about. .
harmonlzatlon.i T submit.that . the reason-he does not file. abroad;~~
is- that it's. too-complicated-and too costly as matters stand . .
. now,::-As-our Commissioner Don Qulgg recently stated Jin. his aBa. ..
address: "Our estimate of the increase in filings. of patent T
applications over the:next 10 years is frlghtenlng. If the . . ..
—inereases-continue., . flllngs in.the. U.§...alone. could. reach n...

. annual rate of. 500, 000 by -the.. turn of the. country " . Thi,
the present rate of flllngs ln Japan, as. is Well known.

Harmonlzatlon is the manlfest answer- harmonlzatlon of the u;
1aws, harmonization of the examination process and harmonlzatlon;
in enforcement. One application filed in any participating =~ '~
- Country. One patent enforceable in any participating country.
Just imagine the potential savings to applicants as well as to
Patent Offices.
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I have attended many a:'meeting on harmonization here and abroad
and sometimes I can't believe my ears. Even when the cause of
harmonization is the very purpose ¢of the meeting, speakers
invariably extoll and urge adoption of their countries' laws and
decisions saying, in effect, we are in favor of harmonization as
" long: as:our system is”adopted.or‘aSﬂlongﬁas;we,donft‘have to .
change our. system.::That is-not veryyeonstructive,-nor-yery
" statesmanlike.: - . - . I IR, Mol e

But harmonization is ceminé. It s 1ntr1n51cally loglcal and
1ntr1n51c logic always previous in the end. .

I submit that:-the matter of:a country's patent system is
entirely different from that of-its culture. where natlonal
diversity ocught to be preserved, indeed. e

In the world on intellectual-property, we dive in exciting
times. We see favorable tendencies and:developments- all

around us. Let's be sure we help them along. PIPA has made a
difference and I'm confident that PIPA will continue: to play a
significant role and make: a:difference.. .:This morning it was
good to:hear:Paul:talk about new lnltlatlves and challenges for
PIPA. ; : : T

_Recently, 1 attended meetings in Brazil and Venezuela, and I -
came away with the distinct impression that a new wind is
blowing:even%in;developing countries._-There was talk one would
‘expect to hear only in developed countries.. - And it . was
government off1c1als talklng and not just patent agents.

Inc1dentally, in Venezuela I gave a talk at ‘a; Conference held
under the title "La Formula Asiatica" and the topic of my talk
was "Japon:=-Un Maravilloso Ejemplo Para Imitar". (Japan. - What a
Great . Example. to Emulate!).- . Japan is a. very 1nterest1ng and
-eXcellent example indeed -to: talk about.. - . - S

This year's: PIPA award:of which ‘I.am now: the proud recipient
‘presents .a wonderful::opportunity for;me. to stay on-among friends
as a kind of ex-officio member:of. PIPA which is an. association
that has.-a: special:-place in:my”’ heart and that I would otherw1se
truly miss. e I - 3 o

Many, many thanks for the honor you have bestowed uponane. ‘This
is the happlest day of my profess1onal llfe. No Oscar winner
could be- any happler. Sl

Thank you and good nlght": o o ji“;ﬁaf'L_Lf.f

%GoseichomarigatONgozaimashitalmm-

'KFJ/Ruh
10/9/89
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CLOSING ADDRESS

. ~ Mamoru Takada -
“‘First Governor, o
PIPA Japanese Group.. -~ -

Ladles and Gentlemen,

Pirst, I would llke to share my happlness w1th all of you
at the great success that we ‘achieved at this 20th Anniversary
Congress, The three day meeting here in this extraordlnary, even
-for America, place called Arlzona has gone by 1n a flash ag if in
a dream. e

=t I must glve ‘my ‘sincere” thanks to the Amerlcan Group who
selected thls ‘wonderful place and gtrived so hard ‘to make this
20th Congress cne to be remembered and telcbrated. S

: Mr. Kalikow and Mr. Ono rev1ewed the twenty year hlstory
of PIPA for this 20th Congress and spoke about the progress in
those tWenty ‘years. "~ I think it was truly SLgnlflcant “to have our
.founding fathers speak about the initial labors of establishing
PIPA, maklng us recollect the devotion and many efforts spent by
such’ pioneers in order ‘to develop PIPA, “The great ‘task that we
have been assigned from this point on is to make-this- ‘bridge
built across the Pacific even bigger and stronger. I think we
are all’ ready and w1111ng t_;expend such efforts._f;ﬁy,”

One of the events to be remembered Erom this 20th
Congress is the partlclpatlon cf _the 1ad1es and gentlemen from
Canada .and Talwan as observers.i This ‘can bé seen as one of the
truly memorable events in.the history of PIPA. Thereu as been a
great deal of dedication in achieving this development of PIPA
and we are.all very happy -to have the. added luster. imparted to
this congress by the part1c1pat10n of many: : earller .chairmen and
recipients of the PIPA Prize who played such a central role in
that development : I_unldyl;ke to.offer.our sincere gratitude to
them. g T I DS I S

The-papers presented-at.this congress were all highly
rated for belng truly valuable, :as- they were backed-up. by
penetrating research and actual experlence. I would like to
express our deepest thanks and praise:. for the labor of .all those
who presented papers as well as those connected Wlth thelr
preparatlon.-- : - - T : -

Well the set-up of the conventlon hall and the planning
of . the- functlons this year ‘were: all excellent, ‘yesterday's tour

_..being especially noteworthy. After visiting 0ld Tucson and the

Desert Museum fFilled with things new and ‘interesting to we
Japanese, ‘we were treated-alongabout dusk to the: gunflghts of
Arizona.in:front ‘'of-the Opera House. ' Although there ‘were many of
us who went to the promised land because we weren't guick enough
in drawing unfamiliar guns, it's nice to see that they have come
back to life and joined us here again today. The western music
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in the COpera House and the cancan were hoth a truly pleasant’
experience, but the excellent music of the time honored Japanese
American partnership also welled up, leaving deep impressions of
the friendship and bonds between us, songs that are still ringing
in my ears, while that friendship is warmly growing in my heart.

I would like to offer sincere thanks to all those of the
Bmerican Group for planning such a splendid congress. We were
all warmly satisfied with the poetry of Arizona, a truly fitting
plan for the 20th Congress, deepening the gratification stemming
from being participants in PIPA., To all the members of the
American Group, our profound thanks.

PiIPA, smoothly completing this 20th Congress, now heads
on towards. the 30th Congress. Calm does not always prevail in
the Pacific Ocean between the U.S. and Japan, rough seas
sometimes making their appearance, but our friendship and trust
rather than weakening will be strengthened by the very washing of

those waves. This twenty years of cooperation and collaboration
. assure usg that our steps together will be supported no matter
. what new difficult situation there may he.

. We are studying the prospect of holding the 21lst Congress
next year in Niigata, a city facing the Sea of Japan. This is
the place where the Shinano River, the longest in Japan washes
out into the Sea of Japan and also where "Sasanishiki", said to
be the most delicious rice in Japan is harvested. Lying out to
sea is Sadogashima, -an island filled with secret historical
episodes.

Ladies and Gentlemen, let's meet again in Japan next
year, Sayonara. For now.
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BExamination Practice and Problems in.Cases Involving
: xnventxon -of COm9051t10ns and. Products Deflned
by. its Phy51ca1 Propertles -

PIPA, Japanese Group, Flrst Commlttee,ks*
S ,Second Subcommlttee{g :

: ¥otiko Akane ;-_;Asahl Chem1ca1 Industry Co., Ltd.

- Hideo Kondo. .- FUJI Photo Film Co., Ltd.
Sadao Sugimoto:. =Nlppon Zeon Co., Ltd.
Yoshikazu Miura Mitsui Petrochemical Industrles, Ltd.
Saburo Moriwaki Mitsubishi Petrochemical Company, Ltd.
Kunio Yamada Denki Kagaku Kogyo Kabushiki Kaisha . ... ..

*“’I|Abstract]

It is usual for an applicant for patent to define
an invention as ‘a composition, since in " that- way, -he
can expect a patent covering .the broadest scope of
protectlon. A chemical substance must, as"a‘:ule, be
identified by a formula showing its chemical structure
when it is claimed: as the -invention. Although it is
considered that . -.a. -related . invention.- (e.g. a
composition con51st1ng malnly .of "an. organic high
molecular compound, or a f£ilm, flber, or other product
formed therefrom) must also be:-identified by a feature
descrlblng its .structure, it ‘is often the case that
its physical. properties . . (or - characteristics, or’
spec1a1 parame.’rs) are: employed for 1dent1fy1ng the
invention, for a number ‘of reasons, .e.g. .. since the
applicant wants to file the appllcatlon as early as
possible, or finds it difficult to':-analyze the
structure of .« the product,  or . since. it - cannot be
identified only. . by A formula . show1ng 1ts chemical
structure., "a molded product of a melamine resin
having ' a “surface' hardness 'of ‘at’ ‘least ‘X" ‘is one

7. example .of -such limitation. ' This style’of" llmltation;
“however, presents a. number of questions, e.g.
.- (1) Is the scope of . a -.claim. 1nclud1ng such a
' " limitation " not broader than ' that .of the
. .disclosure? : : : -
(2) TIs there no pOSSlblllty that known subject matter
. may “be patented, because its unpatentablllty is
- .. ..difficult to show?

(3} Are the physical proPertles of -any-. compound or
"‘composition not prlmarlly the mere "results of
the -invention"* which is claimed? -

; We have reviewed the practice of: examlnatlon and
TPOTHYs T L T iEsue” '1n Cadses 1nvolv1ng inveRtions of "

i compositions - and chemiCal"products defined” by its

~- physical properties, in light of the provisions of the

" Patent Law and Standards of Examination.

*The Japanese Patent Law requires that the
‘detailed description part of the specification
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P.2

'srset _forth~ the object,f c0nstruct10n “and: ‘results of
the invention” 1n ‘such™ a° ‘way “‘as ‘to enable ‘one of
ordinary skill+<“in‘“the‘art to- carry it out easily.
The "results of . the invention" do not however,
necessarily c01nc1de with- "its ~advantageous effect
over the prlor ~are"™y “1In “accordance with the
Japanese practice, the "results" are interpreted
within “the - context of “the "technical™ problems;whlch
the invention ' 'ig ‘inteénded .to solve, and-' means

ﬂemployed by the 1nvent10n for solv1ng them“ -
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fllk‘Introduction T E T SoumEidTanaey Louluyds
1. The manner.:.of . deflnlng an... lnventlon in _fah

application: for: patent: is: left £o  the  inventor, or. appllcant.
Itiiis, s however,‘understopdgthqtgaapatent.ﬁo: an_}nventlon of
"composition : of .matter"™..(or . "product") : covers  the. broadest
scope of protection (Articles 2 and 68 .of  the ‘Patent Law)}.
As a natural.consequence;. any. applicant for patent. desires to
define ‘his - 1nvent10n-as;a”compos;tlgnyoﬂ,matte;gas far as it
isat all -possible.~ RPN ¥ ,

: A chemical.:substance must, as a. rule, be identified
by, its ..compound. name, ”or;‘au~f9rmu1awushow;ng_“1ts chemical
structure when it ‘is :claimed;;as{:thg~ invention, and a high
molecular substance must be described;bylaffeatu:e or features
describing,itsgstruCture.-;irItbis;considened that : when the
"inVentionnrelates,to;any‘othenﬂchemicél-composition or product
"(which hereinafter: mean a composition consistingbmainly of an
grganic: high-molecular- weight compound; ;molded : products such
as-a £ilm,.:-fiber, -or otherrproducfxformed therefrom; or any'
‘other :substance, material.or.product belonging: to. the chemical
or related field of industry, unless :otherwise . noted), it is
also -necessary. toi.analyze the structural feature or; features
‘to which its properties . are:idue, :and «to :rely -upon such
 structural feature .or . features for: .identifying it. The
desire;;of many -applicants to. :define an -/ invention as a
composition. of matter, if at..all possible, has, however, given
rise to the tendency to rely solely upon-its .characteristics
(physical. properties,  -or .special parameters): for ‘identifving
it. ihis;\is:_apparently due: to: the: fact . .that the Japanese
patent ;system:..is- -based.on.the first-to-file :..system,, The
applicant: isfgrequiredg to~£file - the application:.ras early as
possible, or ;is not allowed :to spend-a:long-time in analyzing
the structure of the compogition 'of matter: which he considers

as hisinvention.” Tt is alsoc possible that some compos itions
cannot be--identified only by .a formula: show1ng +thedr: chemical
structure. B e A : SR o L

2. <A number of. questions,: however, arise if, com9051t10n

of . matter . invention ..is .- defined ..by..its : characteristics
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(physical.properties, or special parameters), -instead.-of .by’a
'featufé or ‘Features describing ‘its structures - :
(l) ‘Does” a ~‘claim  including ‘such’' alimitation:.cover. a
“5cope whiéhn“is-'unduly'fbfbader'fthan. that: iof:  the
" disclosure " in ~thé"detai1ed ~description :of ..the .
specificationz . T e  ERNE AT SRR e
:“(1) Is- there a pOSSlbllltY of rallowance of a claim of '
=un11m1ted scope ‘defined by such ‘a:phrase -as:"not
more than", "not less than" or "at least", i.e.;

“extending  top far beyornd: the :limits defined by

Y :the physical’ properties which ‘are“obtained -by the

specific - technical 'means : disclosed ~in- . the
specification? ' : P Nisa

“(iiyIs there - a possibility that a claim covering -a

product of a specificallyvdisclosed-pfbcess»may
“"also extend to’ a‘product made' by ‘another process
“rnot  “disclosed, buti:having  :the . same : physical | e
uiproperties-as ‘those of the claimed ‘product:, even ': '
+ after the ‘two products -have ‘been found :different

. oobin .=struct'u;e?"' BRI ST e Ui SR
{2} Is it likely.: that - known subject  matter - maybe
.opatented e.g. for the:following reasons? . - o
(1) The * ‘Examiner :~finds - no: reason . for rejection;
-failing to .locate any . prior vart literature
» gshowing .. the ' physical .  properties - ' ‘under

' ‘consideration. R R R

(ii) As' is usual in “the ‘majority ‘of “cases, ‘it’'is
v difficult: : to: conduct ‘a test . repeating the
"disclosure- of ‘the prior. art ‘literature,in order
“- to .show -in -opposition: proceedings: that'i‘the

»claimed mattef -was known-from, “or ant1c1pated by,

ithe,prlor apt. literature...

.2{3).:Are. —the _;phy31cal:~propert1es-* of. a ‘composition
7 claimed. “as~ an - invention : properly- ‘considered to:ibe
primarily nothing but the results of the -inverition

« .(technical ‘problems solved by-the invention)?
;2o (1):-Should: -the :physical ' properties ‘be ‘considered to
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be the "results" of the invention,. though they
may. ‘also ~appeéra;.tofcgformu“,tpe "constituent
- featureg".«thereof? p . :
(ii) Whatever kind of comp051t10n of matter -may . be,
.claimed, :is it necessary: to .identify .it by a
- feature  describing its structure  to- which it owes
its physical properties, as -is the case with any
claim defining a chemicél substance? - .
©3,:~ The minimum: regquirements::for.; an ~allowable patent
appliéation=rare; that ~the:.claimed: .invention : be novel and
'unobvious-(Sections 1 and 2 of Article 29; and Article 29 bis,
of the. Patent. Law),’ and: that -the-.specification: descrlblng the -
invention satisfy the requirements of Article.36 of the Patent

Law. . .:These '‘requirements . are,. of course, egually -applicable
'toqanytqase involwving .composition of matter invention. .

The applications involving - the. "composition of
matter_inventiomfas-ﬁefined by its: physical properties™ have
greatlyxincreased:siﬁcegthe-newgsys&emnfox chemical substances
patents was .introduced:in-1975..: Due to:these applications it
is considered that: disputes. betwéen‘uthen.applicants and the
Patent Office, :.as . well -as . those with. opponents (third
parties), have been increasing.. We. therefore believe it is
significant to réview»how.those‘applications;are-examined, and
to -consider how. they: should be examined.. -

(21 Aetualwsituation~ : :
-Ls¢ Standards of Examination: : R
s :The--following  is ~a - summary of 7 ithe - standards upon
whlch -the Patent Office-relies when handling- the: cases under
disgussions: Lot aren g
. {1}~ 8ection 3 of ‘Article.:36 of. the Patent Law:

The, -Detailed Description:.of the Invention pursuant
Tf*“W“to “Ttem 3ot thET preceding sEEtieH shHEll Set LOTEH tHE object,”
construction and . results Qf;thegxnven;aonﬁto;suchaan‘extent as
“to enable.any person having ordinary skill.in:the- art to which
it pertains, to.carry:it.outeasily.: L H.'

_(2} Paragraphs l..and. 2. of .Section: 4:.0of Artlcle 36 of the
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requirements:
e i)

Patent Law:” S
“phe statement : of ‘the::Scope of (‘Demand for Patent
pursuant to Item 4 of Section 2 shall. conform: to. the following

“iInvention; -

. for’ the construction "of ‘theisinvention -sought: to-be

swian (11)-51t shalls be sett forth:as.'a separate item or items

Statingfonlyftheuﬁeaturesﬁwhich:Shall~beressential

. ¢ 'patented. ~ (hereinafter . referred to: as'-"claim:' or

(1)

claims™)y.”

r(3):/General Standards of Examinatién;ﬁ?sPecifidaEion“:ﬁ*J
4,4, Section: 5 of ‘Articlé 36 of ‘the Patent ' ‘Law
{now Section 4)s uvo LT T WY

. r:gection 5 ‘of Article 36 of ‘the: Patent -Law ‘calls

for “the examination “of  ‘the'’claim’ to ‘see “if’ it

. ‘states ‘"only the features which'are essential for

‘the construction - of" the invention" disclosed in

‘- ‘the Detailed Description of ‘the Invention.™

S0 (ii) '4.4.1. " Features which are’ egsential for - ‘the

sconstruction of the ‘invention: =:i%::

The "features ‘which’ -are’ - essential " fot  “the
construction of the invention" are the technical

-means that are essentially required’ for ‘attdining

the object of the invention “(of “for “'sol¥ing the

- technical 'problems ‘which the:invention is intended
- fori golving): ~ The essential techrnical méans 'can

< appear: - in’ _the’:
- Invention. {The rest:is omitted;) -

be recognized from the statements of the' ‘objecty

construction ‘and’ results of ‘the “invention 'which

Detailed  Description

The -‘invention®.sought ‘to .be ‘patented shall be
- disclosed -in - the: Detailed: Description of the

»n‘:am{iii)uﬁ.z;qii):Paragraphastatiﬁg essential featuresg: i
o s 0 Noo paragraph for:'stating ‘essential /features: is

Qo

permitted Eo_includékany“mattér-ﬁot”coﬁgfdéféd as

v ‘any:of ‘the' essential':features for the ‘donstruction

_of  the
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vof the inventioni,even‘if it- may -be disclosed in

“the'DetailediDesc;iptiqngof,theulnvengiqn.

Section. 5 of: Artlcle 36 of - the .Patent Law, which

~;-provides . : that . only ..the features .which are
.. .essential.  for the :construction. of . the invention

shall. -be:.set - forth in..the —.claim, . can  :be
;interpreted. as -requiring. the :claim-to: state:-those
matters which are essential -for  the construction

-;MoﬁJthe'invent@gn,=end,prqhibiting¢the inclusion of

- any--other, ;met;e;yain;,the .claimi - (The rest -is

(1")

omitted.) sy T e L bl tarn et D
6 gl Typlcal cases:. (I) andrf(II);:ofg~£ai$ure to
satlsfy Section. 5-of:Article.36.0f the Patent Law:

:~Typical cases -in which aiclaim is considered as

being‘;inadeguateqqand'zfailinge to satisfy the

qqiprovisions of - Section: 5 ef: Article /-36:x'0f the.

Patent Law, are: :
(I). (4):- A claim _stating: only the object, operation
or results of the.invention;
..»(9) A~claim. in which .the -paragraph for stating
o essential- features. fails to state’ any 'Of the
«:technical: - means . which.: are considered.
- .essential “for cattaining - the object and

results-of the invention; .-

(II)(ll) A claim 1nclud1ng, a.;-phrase meaning the
lower or upper limit, i.e. a claim which
contains a numerical limitation defined:only

qby :a phrase meaning :the zlower.:@r uUpper

such ‘as "not, less. than“ ) ot more

y;and thereby renders - Ehe iﬁventive

eans 1ndef1n1te,

aim expresse
operation or‘'effects), “iie." a “claim which
© sets ‘forth ‘only ‘the teéults‘pfdduced by the

“‘inventiveé ‘ téchnical means," and’ from which

results:'fobject}

'the technlcal means are unclear.f
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“if4)  standards of Examination : Classified by Industry,
*Organic High Molecular Molding.Materials":

3.36. Molding materials and molded products as
: ©:1imited by physical -properties: v

‘No “molding material " or  molded ! product having
physical: properties  which’ “have ' already ' been::regarded as
~desirable .is" considered as being unobvious, :if the claim

setting it forth relies: solely ‘upon those phy51ca1 properties
for: dlst1ngulsh1ng the invention.: - :

b ' It would be obvious for anybodyiof ordinary skill in
the "drt to 'specify ‘the desirable physical’ propertles of any
known molding material or molded product.

»[Bxample "1]° - A’ molded product: of - polystyrene ‘which is not.

_ ¢ “broken® when' dropped.

.[Example 2]. A molded product-oﬁraimelaminefresin having

ST . a'surface hardness of at' least:X:
{Example 3} A molded prodiict: of ‘chldrinated polyethylene
having a vVicat ‘softening ‘point not lower
* than 90°C;va modulus in-torsion of at least
110007 -kg/em2” at' 80°C,  and a notch impact

LR T , umstrength'ofﬂat11east’3”cﬁ-kg/cm2.
“[Example 41 &' ttanspareﬂt'-shrinkablef'polyethylene- film
Ll ~+#  having® a tensile break “Strength of at least
5000 -psi- in “411 directions along the film
- plane, “and : an: area- shrinkage ratio of at

‘least 308, [0l P

(Reference)

(1) "Standards for the . Implementation 'of the System for

Composition Patents  (and the Multiple Claiming System)"

'”IOctober, 1975) -Implementatlon Concerning an Invention

novof asChemical ‘Substance (Extract from "Claims™ in the
-Guidelines for, the Preparation of a Sgec1f1catlon)

"741) Chem1ca1 substance.ﬁA » PO
' ,nA_ chem1cal substance must,.beL.set forth in a

. substance must, as _ a. rule,_,be_'identified by its
name as. 3. compound or . a . formula -showing its
chemical structure, A chemical substance which
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(i)

P‘g

“cannot/ be: identified by :its . name’as.'a compound or
T.ia formila ?showing'.ité:-chémical structure may be
oo identified: by its -physical or’ chemical properties,

sif it.is  at allfpossiblegfarffit=is impossible to
+.identify ‘a particular: substance ‘satisfactorily by

itg riame -as . a.- -compound,.  a.:formula . showing its

chemical " structure, or 'its  properties, ‘a:process

for manufacturing it may also be recited, if its

 arecitationwassists the “full “identification. of the
“substance, * identification by:-the process.
talone:is, permltted R
~»Rules 'appkicable specially ‘to. an 1n@66tion of a

high molecular substance:

”A:high~molecularssubstance:mUsbﬁbe’set“forth in a

specifically -identified form., - A high® molecular
substance. ‘must, -as-a .‘rule; 'be identified by a

feature: or features describing its structure.
. The following :features can-be employed: -

»7{a)... Reeurring.units, i (b) -molecular: welght, He)
;arrangement:of units. -(homo, iblock, 'graft, head-to-
: tail..bonding,w.eté;),‘.(d): partiairncharacteristics
:.{degree::of branching, ' substituent, 'doible bond,
: degree. of crosslinking, end- group, ‘etc.), and (e}

rvostereospeeificity {stereoregularity).

. If it .is - :impossible 'to’ identify”‘ the' ' 'substance

satisfactorily by its structural  features alone,

the following characteristics may' be -added. to the |

cesclaim, . . 1f ~such - addition =~ enables . the .full

ddentification :«v0f u the 'subSténﬁe; provided,
- ‘however, .:.-that ~these:’ characteristics must be
dﬁexpressed-quantitatiVely-lv ET s

(a): Crystallznlty, v1scosxty,;*‘;ﬂsecond-o:der

 transition 901nt, denszty,k‘.;kz

- (h): - Tensile’ = strength, " elongationh, modulus,

hardness,_1mpactmstrength;

i:i:(e): Transparency, refractive index. '
‘If the:combination ofi:the:structural’features and
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-+ +he above characteristics is still-insufficient

“for ' the- full . identification .Gf. the substance, a
¢ procesSvfor.ﬁanufacturingqit*may'alsd be recited,
- if :its 'recitation enables the  full identification

.. 'of - the -substance.. . :'*No. identification by the

S 3

i~ process:‘alone is, however, permitted.

ﬂ(z) standards f.ﬁExamlnatlonwa1a551f1edqaby,-Industry -
"Alloys": o T N .

-~ The: patentablllty rof an  invention:of.:an alloy is

+Jjudged by~ taking- into consideration (1) its

composition, and its  structure,:'teoo;.df required,

‘rand; {2):+its . inherent- propertles and/or use.:.

[Comments]

- “The elements- composing:an: alloy:-and:their propertles

are tknown. . ...No unknownxelemenbmls‘used to make an

. alloy. - Every.alloy:is .no more-.than a combination

. of . elements selected from ‘among a limited number of

elements. - Therefore, noalloy obtained by the mere

.:gselection. . and .. combination . - .of :.elements can be

considered. as . a. complete invention.  “An alloy can

.- be .considered as-a completeqinVention‘only when its

i-specific.. icomposition  ~has been:: ascertained as

. providing - new -and . improved properties -and/or use,

i.e. unexpected utility. : (The rest:is-omitted.)

-...£3).. Standards. . of . Examination Classified: by . Industry -

s ey e @ ACH - »OLh@ L ONLY. inu.thoge. . features;..that...do . .not.........
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3.2,

talysts™:
Judgment on ldentlty.

3.21. Two-inventions relating to cataiystsétextract):

thﬁgthere are “two ‘inventions .of: catalysts which
e.- .defined- by :.the proportions: or physical
properties of their -constituents, differing from

overlap;éach:other.in any of those features, they
_are:-not -considered - ‘as being identical to each
other, if the.-definition: of the features of each
invention - .can-:be: objectively:-admittea as being

~+ based--on--definite ~grounds;: even ‘If they may




cattain the ‘same object.,” N

[Comments] o N T
| The specifically limited ;ptooott{ohef of the
b woeooec-constituents of - an catalyst or. . the. specifically

selected phy51cal propertles thereof “such as
' crystal  form, “surface’ ‘area, "grain size and
“:den51ty,' may  be con51dered Eeatures which are
easy to. choose by ‘the ‘mere repetltlon of a
limited number of " experlments,"as opposed to -the
other 'features ~thereof. ‘No “two inventions of
" ‘catalysts ~are, however, ' ‘considered as
hﬂsubstantlally ‘identical €5 each other, if they do
“not overlap each other in any of ‘the constituent
”features, and if ‘the definition of those features
'6f each’ invertion are dbjéctibéiy admitted as

beéing “based on definite ‘intention or ‘grounds.

?]Theytiare regarded as 'differing “'definitely from
each” other, eééhﬁ'if ‘they may 'attain the same
object. h S :

_;2]* Trlal De01slons - whd : _
E “In ‘the’ follow1ng tables, each wavy underllne is used
to mark ‘a controver51al 901nt, and both wavy and stralght
underllne to show a feature rec1ted to dlst1ngu15h the claimed
'1nventlon £rom the prior art. e :
4 (1) Case i (a case not conformlng to the standards of
' Exaanatlon for " "Organlc' ngh Molecular Moldlng
“Materials" )." o o '

o Case IPatent Appllcatlon No.' 36588/1978
= Patent Publication No.’ 14774/1985 ‘
"“Polyv1ny11dene " Fluoride  Film of  High

pieledtric ™ Strength 'andv”'ewwwﬁrocesewwﬁfor
:Tﬁ‘Manufacturlng the Same R ‘

Cla“ims I DLt Cieoonniom o b iie _ :
1¢o - A~ polyvinylidene - fluoride - £ilm - of high
aiEIectricffstreﬁgth'*havihg a d1e1ectf1c Etrength
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not lower than 10 MvV/cm at_‘room temperature, and
\AWWW -

not lower than 8 Mv/cm at 100°C. R
\/V\ANWV\.NW

R 27 Precess Clalm (Omltted)

oo Hlstory of Examznatlon Proceedlngs]

(1);. The application. was publlshed for opposition
- purposes _w1thout any4JOff1Qe__Agﬁlon being
issued rejecting it. N

L;j;;ii An. opposxtlon was lodged.

Ground of opp051t10n to cla1m l.i_r
e Claim 1. 15 nothing but an expre851on of the
_,wdesxred physical properties of PVDF used for

tdqmaklng electr1ca1 materlals.:, .. It does not
 ”show f]any~ . means . .for ach1ev1ng them,
__Therefore, the 1nvent10n as. clalmed is not  a
:ﬁgreet;gh 5Qf, . technlcaliﬁcopgept which |is

fﬁobtained by ut111z1ng a‘.law__of nature,

- !Moreover, the anentlon as clalmed would have
been obv1ous to those skilled in the art,
since claim 1 recites no more than what may

:hphys1ca1 propertxes of, PVDF of hlgh quallty.
.Answer (not accompanled by any. amendment):

ko setrforth -any means. for achlev1ng it. . It

“715 not 2, mere expressxon of desxre,.but means
for achlev1ng it are clearly;rsqtﬁgﬁorth in
claim 2 and the specification.

~ |(iii) .The  following. decision was given. on the

,opp031t10n.mﬁ e Clalm:J; 218 con51dered to
b,prov1de a novel

ater1a1__h v1ng a sPec1f1c

con51dered to fall to deflne a. creatlon of a
.technicgal. . concept whlch .is. obtalned by
ut111zing a law of nature. i

easily occur to them as the target, leyels of

; Clalm l is dlrected ko the 1nvent10n of a;_
"Eilm" 1tself and is,. therefore, not. requlredﬁ

”?”éﬁtpehet The applxcat1on was flnally allowed
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‘v.Case: 2: (conforming to the .Standards of Examination

-2 for "Organic High Molecular Molding Materials?):

l:‘ case IPatent Appllcatlon No. 2§2Q4/1976
N  Patent Publlcatlon No. '42288/1983
© Trial’ No. 20616/1982 AR
z""ngh strength’ Carbon Flber and a Process for
Manufacturlng the Same

_ Claimslwf"'

1.  High strength carbon fiber having a skin

+:z| containing: , about ' 0.3. to 2.5% .by :weight of a

letransitioﬁ metal selected from -the -group..consisting
«0f manganese, -iron and chromium,  and/or:.a -compound
l.thereof,; initerms..of the weight‘of;theﬁme;al atom,

least about 1.4%. Do
WWV——————-—-
A2 - Process clalm (om1tted)

| -and: having. . -strand pompositexstrengthaof3£$b¢55§gi
-340. kgmm2..and ‘a strand composite. elongation of at

History of “Examination and:Trial Proceedlngs?

(i) After a trial:-had;:been - demanded from final
rejection, the: -application- was -reexamined by

-—allowed  for publication, - - An- opp051t10n was
~ lodged to the publlshed appllcatlon.
%iiﬁ Summary of the tr1a1 dec151on (declslon on the
CIPG OppOSltlon) e 2 . '4'i

Ie) ‘The opp051t10n is’ not conv1nc1ng enough
*“"fb),{The demand for the trlal ls denled

o High strength and elongatlon had already

‘been’ recognxzed de51red o physxcal

JHProPertles of carbon flber ‘before the

appllcatlon was fxled, ‘asiis. bVLous -from

the cited reference. :It would have been

'9."_."f"obv1ous for” anybody '”of ord:.nary sklll in
;Tthe**"art*“ to deflne ' numerlcally the
'7“phy51cal propertles Wthh were already

“recognlzed as 7 belng de51rable,

the Examiner who ﬂhad:?rejected it, ahd was |
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" irrespective of ‘any supporting disclosure
‘of *“a’ ‘'manufacturing ‘' process,.m or the
"unobv1ousness of the"process ‘to’ anybody
Vp-of ordlnary sk111 in the art. “Therefore,
nkthe 1nventlon 1s unpatentable pursuant to
the prov191ons of Sectlon 2 of Art1c1e 29

of the Patent Law

‘Outcome | The rejection was made final.”

Case"3 u(a case in which ‘the: product 'claimed was

'~ concluded “to < be’ identical’ -to: the ‘product of a

“‘manufacturing. = process. Pdi5closedwvtin~*faﬁ prior

'~ :“application, 'since ‘the processtfor manufacturing the

-f; polyester base f11m w1th a magnetrc layer, said | -

“ claimed : product - ‘could " be ’consideréd: ‘as being

'substantially identical ‘to the process dlsclosed in
the prior applrcatlon) o

- Case ’Patent Appllcatlon No 51533fi973

teocipatent Publication No. 19262/1981
©Trial No. 14259/1982 - SR .
"Biaxially : Oriénted’ -Polyester Film for

Magnetic Tape"

.i Cla1m !

48

;; polyes_er fllm contalnrng

‘l,“:'IA blaxlally or1ented polyester film for a
magnetic tape obtained by lamlnatlng a polyester

base £ilm hav1ng a _smooth surface on a polyester

f11m _contaznzng a flnely dzv1ded inert compound
dlspersed e thereln, :_stretchlng the result1ng
lamlnate blaxlally, and coatlng the surface of said

sazdflnert compound havrng a partlcle dlameter of

0 1. to. 10 m1crons,: sald polyester £ilm w a,

coeff1c1ent of static friction DRk ex« exceedlng 0.60
- \MWMW\/‘\AI\A —
. when 1t has a thlckness of . 2 1 mrcrons.

Ol £0-.2%.-by-.weight. OF ]

T




(4)...
-constituent. features of . an::invention in an Office
- Action): '

Higtory of Examination anduTriai'P}bééediﬁgs'

= {4) The difference between thg,invehtibn'bf this
--application and .the.invention disclosed in the
specification of: the .prior qpplicatiqn is that
‘-.the- claim of fthis-;application_.emp;oys the
:+. underlined -language .for defining the. ‘surface
-characteristics of. the polyester :£11lm, while
the prior application . specifies. a:. surface

. roughness-.index of 1.2 to.7.0. o
(ii) This. difference is, however, -nothing but one
of .expression, since . the:. polyester ﬁilm‘ as
- claimed - does- -not;'.parxicularly differ in
composition from -that described - in the prior

application,. .and . is..gmanufactured _ _under

conditions. which do._nof  particularly differ

from those described -in.the prior application.

J{iii) :Therefore, the . present invention is- identical

. :£0 - the invention.: disclosed :7in the oprior
application (Article 29:-bis).: -
{iv) The: original rejection :was based on .the same
- grounds ' .as .those relied:.upon- by the trial
+-. decision. g 2

‘| outcome | The rejection was made final.

Case. 4. (a‘:.case ' in ~which::the Examine:"denied the

ylcéée'npatent Appllcatlon No. 66015/1980

_ Lald*Open No.‘156052/1980 |
”}WTrlal No. 3798/1985 o

3 “Moldable Lamlnate of the Metal Plastlc Metal
‘””Constructlon" T
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‘" having’ a ‘thickness of 2 to 20 ‘mils; 'said core and

J(iii) Having ' ‘a 'a~am.measure"of"strétéhability a

Si-{iv)y ‘Being .capable *ofiEWithstandingﬂ at’ least 30

50

1, A ‘‘laminate ® metal-plastic-metal construction
‘comprising two' metal ‘skins and“a resinous polymer
core - ‘secured”’ therebetween, ~-each i 'of said skins

skin having a thickness ratio of less than 9 to 1,
said laminate having ‘a total thickness of 5 to 65
mils, said ‘laminates i S '
(1) Having a ‘bending strength, was: measured by
subjecting “a specimen having:a width  of one
““inch and -a ~span of " four 'inches to load at
threé=pOinte inaccordance with ‘the ASTM D790
‘method, which is eqgual to at 'least 40% .of that
. of -a ‘specimen ' prepared from ‘a solid metal
- forming. a‘skin .of lower 'modulus, and having
i the same thickness' as that of said laminate;
{ii) Having ‘a density which is equal 'to from 25 to
‘ "90% of the: average ‘density  of said two solid;
metal skins; ' :

eritical *dome height :which: T equal to at
least 60% of that of a specrmen-prepared from .

a;_solld forming “a  skin of lower ultimate
,“elongatzon, and hav1ng the same thlckness as
that of said laminate;

minutes ‘of *a no-load ' oven-itest ‘at 190°F

{87.8°C) without causing any separation; and
(v)'Belng bendable at room’ temperature to an angle

of 90° to reach a crltlcal radlus (whlch means

:‘surface of the 1nner sk1n of the lamlnate, and
is substantlally equal to the _total thickness

_of the laminate) w1thout..cau5ing _any metal
fracture. '




B t from appllcatlons perta1n1ng to alloy5)

' H1sto:y of Examlnatlon Pr0ceed1ngs|

‘Ja' tr1a1 from f1na1 IEJectlon) © “In the first

' The case is still’ pendlng (1n the" proceedlngs of

Offlce Action, the Examiner clted ‘two references,
applled Sectlon 2 of Artlcle 29 of the Patent Law,

‘and said: ' : :
'”‘"The features (i) to (v) ds set forth in claim
1 are nothlng but a llstlng of the phy51cal
h propertles 'which ate' requlred of a metal-
plastic-metal _: lamlnate - hav1ng . good

_ bendablllty " I

“Qutcome - | The- appllcatlon is- st111 pendlng.

Case 5 (a referent1a1 case chosen-_for information

=>faCase=[Patent;appllcatlon No.. 145146/1975

L Patent Publication Ho._9324/1985
Trial No. 19183/1983. :-
"Magnetic Head" . .

Uﬁf Claxm

'more”than ‘0.6% by weight of manganese; ~the-'balance

.and a saturation magnetic flux density. not lower

1. 2' A magnetlc head for a magnetlc recordlng and
reproduc1ng system comprlslng a core formed from a
mater1al contalnlng 80 5 to 82 0% by welght of
-nickel,. 3 0-to 5.0% by:. WE1ght of molybdenum and not

consisting substantially of iron, said material

having a magneto-strictionfJggigﬂﬁgaaggthlu1La10-6

than,0.75 Wb/m2

| History of Examination and Trial Procesdings |

(1)’ The featurés other than' the underlined ones,|
i.e. the composition of the ailoy, *fall'|

© within the ‘range of composition- which 1is"
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“'dlsclosed 1n Japanese Patent Appllcatlon laid

open. No. 93999/1973, ent1tled “Materlal of

. High Permeablllty , -and  rhe magnetlc head

'_made of such materlal is elso clearly shown
‘.._;there1n. _ o

.fii) The underllned features were known from other

..printed publlcatlons _ (Japenese . Patent

.. Applications laid open Nos. : 3916/1975 and

l_62121/1975}.__ Nelther of these publlcatlons,

 Fhowever, dlscloses \the ,_comp051t10n as

recited,

.{{iii) . The trial decision. concluded the invention is

“ﬁ”patentable, on the ground ‘that 'the cited
‘reference (No. 93999/1973) did not contain
.any dlsclosure concernlng the underllned;

__features,‘though the com9051t10n of the alloy;
~which it disclosed overlapped that set forth
““in the claim, as a-result.of-cons;depatlon in
the: light of the: provisions of Section 2 of -
Article 29 of the Patent-Law. = : .

(iv) The original Examiner's decision had been the

‘ " rejection of ‘the ‘application for. 'the' reason
. that the underlined features were descr1bed%
=”:r.i.n_ the other publlcatlons meor;oned aboveg
S(ii). : '

| outcome | The application was finally allowed.

3 Case Study and Points at. Issue-; : ,
e The'. follow1ng ‘is a’ “summary of . the . results of our

Awrstudy of .the.. cases whlch we.. have.. summarxzed above. cornEACh i

passage enclosed .in-a frame contalns a p01nt or p01nts which

we belxeve;3 w111 . call for;ﬁ further con51derat10n or

clarxfzcatlon. . e e P :

: (1), ... There have been cases in. which a claim defined
substantially by phy31cal_ properties alone was
allowed (Case 1).
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chlaim which sets forth  some physical properties
of 'a partlcular matter‘"uir'material,'oomposition,
| or product) as the. constituent ‘features of an
'1nvent10n, is, as a ruley 1nterpreted¥as”covering
‘any and all similar kinds of matter having the same
physical propertles, though ‘the “physical- properties
of = any comp051tlon: of' matter clalmed ras  an
invention may have to. be, con31dered as nothxng but
its results ,(or_ object}.. . Therefore,_ it follows
that, even if the specification may disclose the
claimed . composition. merely as a. product of a
-particular ‘prooess, the claim extends. broadly to
any product of .any other. process, having the same
physical properties, even.if the latter product may
_subsequently prove to have a different structure.

A clalm containing “a phrase meanlng only one of
the two 11m1ts of a partlcular range, “such as "not i e
less. than of' "not more than™ may be considered as ;

'coverlng an 1ndef1n1tely broad range ‘which is not

supported by any SpElelc example. There is every
| 1ikelihood that the allowance of any “such’ ‘claim may
'run counter to ‘the” sp1r1t of the Japanese Patent
‘System whlch re51des in the grant” ‘of an exclusive
_ rlght in compensatlon for ‘the disclosure of ~an-
:lnventlon to the publlc,t einoewiit ”usually; has a
-scope.: which 15. broader . by. far than..that of the
_dieolosu;e_tn.the:specificatiou,_J' ' |

(2) It appears that when a clalm deflnlng an" invention
C by phy51ca1 ‘properties is examlned it is usual
practice to “Gonsider those properties as the

"*“constltuent ‘features of 'the 1nventlon , “instead of
its” results“'”and to base" judgment of 1ts novelty

~“and unobv1ousness upon those propertles.'5 in other
‘words, it was Artlcle 29 or 29 b15 of the Patent Law
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._éhat'was appiied to the judgment on patentability'in
any of the relevant .cases which we have . revzewed
Our search . has not located any case Vin which
~Paragragh 2 of Section 4 of Article 36 of the Patent

. Law was applled;ﬁopjreject;ng_g claim of_the nature

. under -discussion.-. L :

According to “‘a different “'point of Vieﬁ, the
’phy51cal proPertles of any composition claimed as
an 1nvent1on should be regarded as 1ts results, and
1 'section "3 or 4 of Articie 36 of ‘the’ Patent Law
"should be applied to" any application of ‘the nature

under dlscusslon,‘as is ‘taught in-: General- ‘Standards

‘I'of Bxamination:"Specification”, etc.

{3), .?hére héve: begh cases‘,in,'whiﬁh;\é claim was
allowed, since théf (values of) physical properties
. ~recited. in the clalm were not | spe¢ifica11y
dlsclosed in any.prior. art . 11terature (Casés 1l and
..5}. .~ There haver also been cases lniﬁwhich the
.,Examine;_requi;ed‘the.appllcantitq,ﬁurnish:evidence
,ﬁhowing'that the‘pbysicaL perér;ig$ as rééited in a - ’;'
~claim had not been aéhiggeqkbefqre (Case.4): though ’
only .a few caﬁes_of tpisfgéﬁgrghappear tb_gxist.

‘Insofar "as ‘an’ exclusive “right is’ granted on a
patented’ 1nventlon, {t ' is° necessary '?for' the
Examiner to 1mpose a ‘stringent requirement upon the
'applzcant to dlStlﬂgUlSh the claimed invention from
. the prlor art. | '

the opposxt1on proéeedings" following the
i it 1s usual for the

B _ ; _ﬁCt g “a test repeatlngmwmmmwm
~the dlsclosure of prlor art llterature to show that
the "matter as claimed” was known. As a matter af

';:fag;, 1howeyér, _;he;e_éis@Lhardlyjianyéép;ior art
literature containing a complete statement of the
conditions which are required for conducting such a
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| test,. and -in:many <cases, it is.necessary for the
“|‘opponent. as a .person of.ordinary. skill in the art
‘to: establish at least some of the conditions. For
example, if +the prior art.-literature which the
'opponent'haS'been able to locate does not state the
name of the manufacturer, or the grade, of the'raw
materlals whlch were used by the author‘ of  the
';_;lzterature for maklng a re51n, 1t ‘i very ‘difficult
'fg for the opponent to conduct any ‘test enabllng him
rw}to obtaln ‘all of the physxcal propertles stated in
the 11terature (e.g. p _ the molecular :welght,
_ Jdensity, melt flow rate (MFR),‘ molecular weight
.hcfidlstrlbutlon, and degree of crystalllzatlon of the
T: resin). f In‘ many of the"cases, an ‘affidavit
'1I=furn15hed by the opponent to argue that the "matter

“fas clalmed" was known,ils not accepted “1f it can
"only show the test results whlch dlffer-from those
shown by the appllcant. '_ The opponent, then, has
no alternatrve_but to proceed w;th a demand for a

~:[-trial £or: -the. invalidation of:a patentluorfeven a

A.suit for:the revocation of .a trial.decigion,: This
appears to: be.an.outcome- which is'extremely'unfair;
to - the opponent. - The following remedies are, :

therefore, proposed:. . .. _ : Lo luen {
. {1) .If ;the--author. of: theg_prior.-artrqliﬁerature;
.. which -has been-cited by a.person contesting a:

.w-particular- application. 'is thez,applicant of
.+that ~application, the applicant- should have

v -the: " 'obligation . to: show -that ”the-uphysical'
~.properties as. . set.’ forth,:in :the. contested
claim ‘can  be- patentably . distlnguished from
the
“the. ,closuﬁelzof thepmexamples descrlbed 'inﬂumwmmm
g ~the: literature; and .:: "= P
(ii) In the event.-.that gits::authorﬁ-is;ia third
woio party,. it . should: be. necessary . to: prepare a

ults: of the tests conducted to repeat

iﬁ{w_u standard~for_ohjective judgment;defindng the
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" ranges of ‘variation which  are -admissible for

the' conditions of a test regarded.as;properly
‘‘repeating ‘the ' disclosure ‘of -the: prior art
““literature. - e .

There have been cases in whlch the ev1dence produced

.(by the opponent, or Examlner) to 'show that the

-”_phy51cal proPertles as set. forth 1n a clalm had been

'Q_known . to. be “de51rable" (see Standards  of

Jh‘Examznatlon 'for' “Organlc ngh Molecular ‘Molding

Materials®) . affected _the judgment ~on the

unobv1ousness (Sectlon 2 of Artlcle 29 of the Patent

Tt‘Law) of the clalmed 1nvent10n (Case 2- cf Case 1 in

' wh1ch the ]udgment was ‘not affected .even by the
'adm1551on .by the appllcant of the fact “that the
:uphy51cal proPertles as set forth 1n the clalm had
'.been known to be desxrable)

.There may be a ‘case in whrch‘it%iSfimpossible to

"therefore, dlfflcult to produce: ev1dence of the

" ‘No' claim alleged to be directed to~an improvement
|'of any” ‘known or ‘similar--physical properties, but

“l the  upper or. lower limit, should be'‘allowed, since
“f.such a claim itself: is prbof-offthe-fact that those
+|'physical ' properties . have "been’.. known as ‘being

locate " any - literature showing: that - the “physical’

properties “as set forth “in’ a ‘claim‘ have been

recognized as - being ‘“"desirable",’ ‘and’ it is

fact that they have been “de51rable

defining a substantially "indefinite range™ lacking

"desgirable”, even if ‘there may be no other proof of
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‘Article 386y of»the'Patent‘Law.

wilset forthin +va -glaim. have: been. known to be

W t«hatmt ‘factn P ,,A,,.;.,A%n.y,_‘ @ d a_llu . S uch - ,larims - h [} (5T [ TN PN, S—
rejected - as failing to ‘satisfy the requirements of

Section 2 of Article 29, or ‘Section 3 or 4 of

s IE. it “is -obvious’ that  the :physical properties as
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"""" | "desirable", or:if.it.is difficult to show .that the
‘physical properties which ;are "expressed: by special
(parameters: have been known - to :.be. desirable, the
:=Exeminer 'should reject the' claim by relying upon
rsomequblicationgwhich:he:considersezeleuadt, and -
‘require the applicant to 'show that -the claim does R
[,mot cover any known matter (or defines only novel

. (5) 1It:has not been-required- that a .claim-directed to

the "composition .of:imatter invention:as. .defined by
i its " physicdl: - properties" : set :forth specific means
. for:- attaining . the 'invention,: :~:The:RPatent Office

". . agrees- that ~the "speécific: means:for achieving the

~-specified physical properties are clearly-shown", if
a process for manufacturing :the 'composition claimed
Tis descrlbed in the Detalled Descrlptlon part cf the

"SPeclflcatlon{hor 1f a manufacturlng process is also
“iclalmed ’

There ‘has been ?a case 1n whlch the; object or
. results of the "compos:.tmn of matter 1nvent10n as
Lr‘deflned by 1ts phy51ca1 propertles" were regarded as
'ffre51d1ng in the actual realxzablllty of the: matter"
' ;(case l)._.: - '

According - to a different point of: V1ew,'“however,
¢fthe "compos1t10n of matter“'should-bewldentlf1ed by
- feature or'featunes;show1ng»its.strﬁctufe} as is
~required -of;ca chemical ' substance; :ifrthe coﬁélusion
I-of Case’' 1:is correct.: : g i

=+IEf -a ‘claim. sets: forth awsPecifiCafange:fbr each

of:--a pluralxty of phy51cal properties“ ”it would

‘be necessary to: see 1f the speczflc means: whlch are
irequired: :for r:achieving all ..of - the” phy51cal
‘ l-properties within: thé: ranges. as .set:forth in the
_i&ﬁ:gggggclaim;are;clearly.shownnbyﬂexamples,morqotherwise

<}: (to: the 'extent” which :enables: :anybody oft:érdinary
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-skill dn *the ‘art - to  carry: out . the . invention ;

easily)i®  i“If ‘there is no ‘satisfactory :showing, we

“rejected as ‘failing to:satisfy: ‘the requirements of

l
'.
| would”  consider :‘that ‘the application.: should be |
‘Section-3tor:4 of Article 36 of::ithe Patent Law.

.WThe Standards of Examination C1a531f1ed by Industry
"organic ngh Molecular Moldzng Mater1als © clearly

show the guidelines for the examlnatlon of  a

r:composition of . matter:cinvention:: defined by its
iﬁphysical'propertres.uwSome.casethave'been fcund to
v rconformexactly s to :those: Standards. 'of . Examination
WWCases -27and 4)y ‘but-there:have -also.been’ cases in
“swhich :~the: :: .examination  cannot.: necessarily .be
.considered sas having. been.made; in ‘conformity to the
-8t¥andards (Case 1). i

“;Str1ct conformrty ‘to the Standards of Examlnatxon
is essentlal €6 ensure that all ithe Examlners
_;examlne a11 cases of the same nature 1n. an equal
‘way iand _reach concl 4
':Insofar '

':%aref actually invalldaﬁed by tr1a1 prOCQEdlngsr

patents  through  an .a._ relaxed  standard of

éinventions‘ilackingevnovelty rand -unpbvibusneés, and
|:it:ralso: impedes ithe: progress of technology, which
s contrary: to: the:. object-and 'spirit :of :the! Patent

:+fia +¢laim .or iclaims have’ been  carefully ‘examined in

;itithe originality of the ldnvention, vanu
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‘I invention .as::he likes.i: It -is, however, ‘desirable

i[that ?completesztandardsfﬂof:gexaminationiEﬁé made

"onsf*of ”Ehe‘ same nature.

rs‘only a very mall proportlon of patents
there is every likelihood 'that the :1ssuance of

- .may, result the Nsprotection of

Law. Therefore, any patent:ishould be::issued after

he-s-disclosurel.of..the. »specafrcat;on,w.and‘mmwwg

T

‘Itis true ithat an:rnventorf{or_theuappliéant as
his. @ assignee) ..is . allowed : to texpressrthis own
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available for the inventions pertaining :to ‘each:
‘different “field - of ' technology having a -different

level ‘of ‘development 'in .order - to: provide a -basis::
“for: -judgment - on’ the' ‘allowability: =of: any:’.of:
differently" worded claims. . There are some -fields:

of “technology for: which no:satisfactory standards.
of examination are available as yet. . -Moreover, it
is important to revise any existing standard of

examination to update it by incorporating any

progress in the relevant technology.

[3] Proposal
1. A claim defining a composition-of matter invention
by its physical properties should be allowed only with a scope
thch is- as = broad as that of the disclosure in the
specification, if the inventor relies upon those properties as
a shortcut without ascertaining if there is any other feature
that can more properly be relied upon to identify the
" invention. An allowable claim should be limited to one
defining only thé specific range of physical properties within
which it has been found possible to solve a specific problem,
insofar as the solution of a specific problem is the object of
any invention; or one includihg the use of an inyention as one
of its constituent features; or one defining a product by a
process for manufacturing it; or even one directed to a
manufacturing process. ' ' : ' '
2. Particularly strict examination should be made in
allowing any claim defining a composition by its physical
properties; if the invention is considered to be novel only
for the reason that the physical properties as set forth in
the claim differ to some extent from their counterparts

—aigsclosed--in- -P rior--art .‘.W,l,j__,t.e rature o NO—olaim-considered —to o

- cover an indefinitely broad scope should be allowed. Even a
'claim defining an adequately limited range of values should be
allowed only after careful examination has been made to
ascertain that the range recited is properly supported by
specific examples, or other specific -description 1in the
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=35 : The strict! adherence. by . all . the ;Exam-in‘e;s% to the

Standards ‘of: = Examination, . ‘the . .preparation ;. of - complete

fst‘andar,ds of mexamination: for the. imzentions;‘-_perltain_-,ing to each

bff. variousfields of technology, and the: up-dating of any such _

standards  to.oincorporate. any -;-‘prdg;ess‘,;. of . .technology are _ .
considered: essential. :
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MANAGEMENT OF TRADEMARKS IN A U.S. COMPANY

In most 1arge U.S. companles,_the trademark group is

respon51ble for all the worldw1de 1egal aspects of

_trademarks and trade names of the corporation and its

subsrdlarles. The trademark group at Monsanto alsc handles
copyrights worldwide, and this is not an uncommon situation

in a U.S. company.

Specifically as to trademarks, an in-house trademark
group is respon51ble for the registration, malntenance,

proper use, enforcement, lrcensrng, acquisition and

dlvestlture of trademarks. The group also develops and

1mplements companywlde polrcres and procedures relating

- to trademarks, and establishes an accurate record system

to assure that no trademark rights are inadvertently lost.

~publicationsy advising-and- counselrng the busrness grcups,

In my experience, a hard working, competent attorney

and secretary can handle a trademark estate of about 3,000

registrations. That includes everything attendant to that

estate; such as searching, filing and prosecuting U.s.
applications, lnstructlng forelgn aSSOClateS to flle o

applications and opposrtlons, renewals, llcenses, revxewrng

“and control and overvrew of lltlgatlon. However, such a

. small staff may result in a backlog of work in the event the
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attorney takes a long holiday or becomes ill. If more help

is needed, consideration should be given to employing'a




paralegal “to handleusuchqthings:aé;renewals;,fikingﬂinstruc—d

tions . toforeign associates, etc. i

+The trademark“attorney should take great:care in.~ =

selecting his. foreign-associates: To: & largeimeasure, -the ..

strengthﬁofwtheﬁcompanyﬁsvinterhatibnal;trademark estate:igu

dependentsupon the manner 'in which:each:foreign-:associate

prosecutes the lapplications and:enforces the:trademark:::

:ightswqf.the%company;ﬁjAipoorychoicéwaaan associate by the"

trademark:-attorney can result :in-unnecessarily weak marksjy &

while:theuchoice ‘of la:'good, 'capable: associate can:provide:

‘strong marks:and ‘a.géod marketing position.’ In-any evernt, i

the trademark -attorney should constantly review the quality”:

of the work done by each associate, and be ready with either

praise for:work: well:done: or constructive criticismjior ieven

termination, for:work.of unacceptablé qualkity: - The attorney:

should:also-make.sure that thé associates receive prompt

payment :of their debit . notes. =v i ool

s »Although:/it ‘may+seem odd to:view a trademark:attorney: '

.as ;a-teacher, much of -his time is ‘spent in educating menbers

of the business groups. :This:process of education can take: -

" the form-of conversation; memos, formal:speeches ‘and:::

. presentations, and the writing and implementation of dompany- =

policies:and:.procedures. .:This is aniongoing:-task becauseé =

of the turnover-of personnel within each business:igroup.
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However; 'the dattorney.should not-view education as-a’
repetitious chore, but rather ‘as an:opportunity ‘to:inform. the
business people, thus making_his job easler while furthering
the successful -marketing.of: the company's:products. . This is
particularly:.true of the corporate trademark policy and-:: i:-
' pchedure;~ Tt must-have.the full support of top. executives:.
and shoﬁldﬁset;ﬁorthithevcompany's‘basicmgosture;;oward:=
' trademarks:and-provide guidelines on the identity of the . -
.company thatxwiil ownthe marks;: selection of:marks, ‘proper '
use, proper -type :style:and colors, labeling;andmlicensing;xfﬂ
Wide-distribution-of -this material_thrqughoutstheicompaﬁy;;g-
and cqmpliance-withsitgwilifbefmostzhelpfqlﬂto;theﬁattoxneyrr
in.doing-his:job and in keeping his:client:happy. «imiars
- In-addition ‘to relying -upon others’to/handle:the-
“company s tradem@rksainzforeign*countries;;thetattonneyfmusti
also relynuponiofhersatozwatch for conflicting marks. .inf s
othér countries. He must check the U.S. trademark gazette:  ::
when it is issued each week, but it is not practical for him to
 cheqh;tnejgazettleor allwtheucountries~where:thegcompany aoes-
business. . Most U.S. companies subscribe 'to:an international -
_ watching-service which, for-a reaSoﬁableqsum; will review:

all trademark :gazettes ;and. advise :the: attorney of any=:

WcanﬁkictingwmarkS@pub&ished@ﬁer@oppos&tfonwdnywhere%inifhc3?;
world;  -The attorney need:only réview the notices' received .
from the. watching service and;EifiheaperceiveS“a“conflictﬁ
either enter into direct negotiations with the applicant or
instruct his foreign associate to negotiate and/or oppose.

-3~
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jIﬁ'a'la:ge~U354;company;pa trademarh;q;oupgworks:closgly 

with ‘business. people -in' advertising, public rglations,and‘;£4;

marketing and with-patent..attorneys and. general.lawyers, all...
on a worldwide basis.: The -attorney must.also work .closely

With'the,acpountants,.'AthOnsanto;andwat—mostﬁother;U.S,:T~ - ;f?q;;;

companies;nthegattq:negmmust'Cqmpute‘thé-annugl,gudget;fon all |

 trademark work. ;Thegbudget is: based upon the_marketingfplqns_

of each business group,:but it -is the-accountants who watch.the

expenditures with 'an eagle.-eye. -In: the UQSQ,;the,gnadema;g%H_
function is sometimes.positioned -in the: Patent Department .and.

sometimes: 'in.the Law _Department. .In-a:technology-based company,

the trademark group is.usually a part .of -the Patent Department,
otherwise. it is part of the general.law function. - In a highly

consumer-=oriented mpany where ‘trademarks are.,of great: - . .

—_—

importance, ‘the  trademark :function ig sometimes.a . free-standing
e ————— e T

group reporting to-the president or a :high-level vice: president.

The attorney's basic task_is to obtain and maintain
trademark rights... With regard.to registration, the attorney
should . be:aware at an early stage whenever a business group : .
is considering: the selection;of*a~newatrademark;,'Atwthis
time; ‘the.attorney:provides advice:on-the .selection.of -an® . -

.appropriate:trademark and-on the:legal requirements'fofawkmx—r

also assist.the business group:in making an informed:decision-

~as to the countries where.registrations should be sought. .:The

attorney:should then:.eliminate any proposed mark .that is inher-
ently unregistrable for:legal.reasons, such-as the;erd being.
-—tf
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gehéric-or-ﬁetely:descriptive;'=After'the.obviOuslyuunregis-

trable proposals have been eliminated, the attorney should:'|:

make,” or arrange to have made, a trademark search in each of -

the countries where applications: are to be ‘filed. = Upon .-

receipt -of the seéarch results, he renders a legal-opinion to.:
the business group as to' the availability of-each mark :in: i

each country. - After obtaining ‘the final:authorization “of ‘the"

“busihéss group to go ‘forward, ‘he arranges for the: filing:.of

applicatiéns. Tt then becomes the responsibility of the . @i

aEtbrﬁeyféhdfthe5foféignﬂasso¢iatefin-eachwcbuntry to prose= i

.process, ‘it mMay “become necessary to-amend some portion:of:the:

applicdation, usually the’description of ‘goods; to overcome: .

objections by the’'Trademark Office or to negotiate settlement.

ragréements with the ‘owders of ‘prior rights. :All’of this must
“be -dorie while retaining:the "ability:toTuse ‘the trademark in"::

effectively marketing the product in each country.

o opfter a’registration issues; ‘caré must be“taken to.iliva

accurately ‘enter-all ‘the necessary data sinto ‘the:records, i -
‘The record must be complete:and ‘accurate ‘to assure ‘that. @

consideration ‘isogiven:ito “renewirg the 'registratidn at/the=: .

- appropriate time, . :Poor records- can-result ‘in“the inadvertent:

CTlggs fef TEradema¥rk rrights byt fallurertorrenewr =< The business-

group.should be contacted ‘at least six months prior to the . .s
gre ¢ ae ~ees _ -

.. reflewalidate to determinerwhether :they:wish- to renew and
‘whether :they ‘cansupply any eviderice ‘of ‘use“of the.mark: that
may‘be required.: 'When‘a .decision. to’renew has-been obtained:

G
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fromfthe.business:group,-it is the:duty .of. the attorney to
file the renewal application.in:the:U.S..and give renewal...
instructionsiand the:appropriate:documentation to the .- .7
foreign associates. *As ‘is:ithe case with:almost:everything:.
ooncerning“trademarks;-an*aecurate*record must be ‘kept.of: .

_all facets of ‘the renéwal application:and ‘the issuance of:it.

A computer and software designed specifically for
'trademark ‘record" purposes are esSential to ‘the maintenance
of tecords. ‘Manual records are sibject 'to ‘errors or loss’ -
* andcaririot ‘Bé relied upén’ for maintaining critical datesl
Thewattorne9”shoﬁié*perioﬁicaiI§TEE§ieﬁﬁa“copy of the
computer prlntout ‘to catch’ any obVLous mlstakes and a oopy :

of the prlntout should be glven to the bu51ness group so

they can be ‘aware of the exact status and extent of thelr B

trademark estate.

One'of the/contlnulng<tasks of an‘attorney 1slthe-
review of advertlsrng, labeis, promotlonal materlal and'ffﬁ
technlcal papers to make ‘sure that all the company s\~-
trademarks are properly used Thls is espec1ally 1mportant
in commonllaw countrles llke the U S .where rlghts can be
:lost as a result of poor use of the mark by the owner.v Thls

klnd of rev1ew 1nvolves a substantlal amount of tlme and

often must be done on short notice. However, it must be
~done to maintain the integrity of the marks and to help

them remain strong for enforcement purposes.
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'letter threatenlng lltlgatlon usually achleves the de51red

{ Tf d mark is moderately well-known, it is surprisingly:.’

easy td obtain ‘atileast preliminary information on an

infringement:. -Inimy~own.experience;'my7best sources:of ;. .
information ‘have .been the company's:sales people in: the;. ;.- -3
field,;distributors,,customers-and,domesticgandfforeign.-am,-~

_associates.: The official gazette-of the trademark office.is .

also a source of conflicting marks.

.. In.many instances in the U.S., a mark is infringed . .
.becayse the.infringer knows, nothing.about trademarks and is ..
unaware that he.is infringing. This usually happens at the
retail level. ,ln_Sileexceseg-0£=th§$jqetuFea,the trademark

attorney can qulckly verlfy the facts and obtaln the consent .

of the bu51ness group to send a cease and de51st letter.

The bu51ness group should always be contacted because the o

sendlng of a cease and de51st letter mlght 1ead to

lltlgatlon even in the most innocuous cases, and lt is the

bu51ness group that w1ll pay the lltlgatlcn costs.! Upon

rece1v1ng the consent of the bus1ness group, a relatlvely

~soft cease and de51st letter should be sent to ther

1nfr1nger.' The letter usually causes the 1nnocent 1nfr1nger

to stop lnfrlnging and offer a commltment not to 1nfr1nge in

the future.‘ If the flrst letter is unsuccessful, a second

. doing so in order to make as much money as he can as guickly
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as he can.’ -In these instance54;thetattgrnequust;agtén};;1;s
77quicklyfand:decisively;;:Of.courseg,tthfagts must bes. ;oo
confirmed:and:the: business group: consulted,: but: both.these ..
rthings: showld:be done:veryi quickly.: The attorney: should.. ..
sfhenbarrangegior the;immediate;filingrofaaytrademérkyf
infringement/unfair competition suitmo:yaiﬁyfbeﬂsitquiQﬂmiS
particularly bad:-and: the iﬁfringérLisﬁlikély;toﬁleﬁj a:
court order can be sought to raid the infringer and seize
"the infringing;goodsxand;thewrecordsarelatingy£0'them;p'This
1éttErHaCtion“iS=sometime5wtaken in:eounterfeiting cases. -~
After the“fiiing'ofwthérsuit;cr;the;conduqting'qutheﬂrgidﬂ‘;
~the litigation:goes: forward until-the: parties xeach-a...~ -7 .;
settleméntwor'thefcourt;handsfdownha decision.;yAlthoughwthe
trademark attorney :is in.overall control:.of the icase, a:: ...
' trial: attorney: associated with:an outside legal firm .is.:-. ;.
almostvalways"selected'td-make court:appearances: -and ‘handle: -
the‘daYrto—day-aspéctswdetﬁe‘litiqation; ~Thus; there must -
" be good"communication%betweeﬁ,the_trademarkuattprneyzandythe
litigating attorney. The trademark attorney must also keép
the -business group-advised’ and: seek their .comments and input
as;the-1itigation'progresses;fnThey;are,?after{allf;hisa?:ﬁw

cliént#ahd the. people: who' pay the:bills.

““sriThere are.times:when: there is an honest difference of '@

_Qpiniqn;betweenﬁtwo=reputable.companiesrahd:their~respéctive

t:ademark:counselfas:to'whether an ‘infringement exists.’’ The:

‘attorney:for- the aggrieved party,;:the:plaintiff, must be:

certain :of’ his: legal: positioni-and, with the consent of the:i:
_8 -
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business gtoup; make preparations: as:though-litigation is:

inevitable. =~ He must:thoroughly:investigate: the:alleged - .
ihfringéméht?and”tryftb“obtain~information*on:the“numberﬁbr{a
volume ‘0f ‘irfringing sales,  as well. as his opponenté-reaction
to any pfidfﬁtradémérk“ﬁonticverSies;rcredit reports,.: private
investigators, interrogatories and depositions should be : -’

used to build -a’ solid’ foundation for Jitigatien. -

@77 puring this time): the:attorney or: .i;he'.,--litiéat_ion:
| attorney*dn-aftankingrmembet:ofﬁthExbusinessrgroup'shouldabe
‘trying to-negotiate: @an.acceptable’ settlément with the: -
infringer.T-mhe-nebbﬁiations:Shouldabe»directgd”téwardSw
préservingﬁthelcompényfs:trademark&rights-while*avoiding.the
expense of slitigation.  If a Settlemeﬁt is reached, .the. s
agreement: will :l1ikely: be drafted by the: trial attorney-and .
théitradémark“attorney?onreachvsidE*of;the-casef'wif;anuqvwh
agreement :cannot’ be reached, both’ sides.and:their respective

counsel must:prepare. for. a long, expensive. court:battle.::

wigcIn regardyto agreements, the largest volume-of-agrée-»
ments prepared by a U.S. trademark attorney areiin'the;area-
- of licensing. A U.S. company with asubstantial trademark .:

‘estate may have hundreds or even thousands of trademark

mroelidengegre T dkg-the~dutyof - thewtrademark-attorney=toidraft - v

leachulicenseﬁtottheﬁsatiSfaction-of.bothrthe.businesé group: -
~and the other party to the license. - He'must also preserve .
and pOSSibly‘enhanceathgucompanylsétrademarksaéndxcomply*wﬁth
the$lawsaofathe:country‘in question;:nThe%trademarkuattbrneyf

o




is also called upon to,draft the many:consents and undertakings
entered into with the owners of possibly cdnflicting marks
encountered during the prosecuting of trademark applications.
As is;the case with thﬁrapplicatiODS;aF?gi5¢r§tigns:ana
renewals, all of the licenses and. consents must be made of
record. so; the t:agemark att9;neran¢ the business group can

remain aware of them. This is,ancthe:,jqp,ﬁorjthgﬁgomputer.

- iA.trademark. is the focal point,of goodwill and.it might -
the goodwill:attached to.a trademark... ¥et, in a .sense, .

. ..everything he does affects goodwill... The .attorney's dinput . -

-on- the selection of a. good mark, his prosecution.of . the ... - .-
application;, his. review .of -publications.-to ensure proper: use:
of the mark, his EducatiQnuQf&ﬁh&ﬂbﬂsinﬂﬁs*grQuRr;hiSLL-jﬁﬁﬂx?
implementation of trademark policieg and procedures, the

licenses: he drafts, all have a bearing:on how the:public

perceives: the mark:and thus, have: bearing  upon goodwill. . =.::
vl good U.S.: trademark -attorney is:part.lawyer, part o
teacher..and. part marketing expert.. His counterpart in other.:
Countxies-may‘héndleﬁsomeyqf_the'details;diffexently,xbutci;H
am Sq:euthatﬁas0¢5;ZCprporate;?rademark attorney- and- a ;oo

corporate:.-trademark attorney in:some: other country:both: have:.:

the..same goal:-of:maximizing.their .company!s.trademark estatei:

in a cost-effective, ethical and legal manner. o= i: =z

LOUIS M. GIBSON
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PROTECTION" OF SERVICE MARKS 'IN'THE U.S.A. . o0

onig 8l Law define$ a service mark’as® follows: -
 "The térm 'Service mark' means a mark used in the
“7igalé oY Aadvertising of services to identify. therriit
v 'gervices of ‘one person’and distinguish them"froom: v
Trviitthe’ services of others.™ ¢
Service marks resemble trademarks in many ways, and under the
U.S. trademark -law,the Lanham Act; ‘they:are’ accorded equiva-
lent’ protection." Although service marks are frequently referred
to, incorrectry;rasftrademarkéyﬁho“legai?cohsequénces*tufn on-
‘thefﬁééﬂbf~%hewcprrect:£ermihbfogy;%'In'factyzthewidenfi&al mark
may beTugéd”éé”bdthfaAtrademérk'and5a-servibé mark: by the ‘same
business; such as a company’ ‘selling food -and’ also providing -

restaurant’:services under ‘the’same- mark.,: .o 4 clegn owlt o

Thﬁs,“while>a*tr53emarkvacts-to*idéﬁtifyﬁandvdiSEinguiQH
.the sourceand: quality: of a tangible product;,:a service mark :
functions to identify and'distinguish the source and quality
of an intangible service.. TLike a tradémarkafa~sérvicefmark
mustﬂidentifysandvdistinguish{“an&fto?meetithisfrequirementf
it cannot merely describe’the service. - In order to’ clearly .-

‘identify the' services, for'the purposes of both vbtaining -

—-and-maintaining-the registration,the-owner of-thermark-must i
shows ai:direct:‘association: in “itsadvertising between: the:mark

and the service renderedi «:




As:I have mentioned,.a-service mark must  be used in.. . ...
conneqtiongwithiavgoing:husingss enterprise,  It.canneot ...
exist in .gross. The basis:of .protectable rights in a.

- service mark ig actual use-in trade.. Thus,-use of mark . . . ..
prior:to.the:beginning of actual services does not qualify. -
In one:case, use.of a:.restaurant.service mark.on-an.office

door,: a .letterhead, .and on architectural.drawings.prior to. .

the;open%ngﬁof-the»firﬁtwrestaurant did-not :establish:- . . -

service mark rights.....

In .order-to ¢onstitute -Tuse®, the mark must be-.used or...
displayed in the a@lggoraadve;tiéingyof;ﬁerviceseandwthegmnam
services rendered in commerce. The required use can be made
in many different.ways. . For example, use.of .the mark on a
sign outﬁiq§;aﬁ§68t§u¥ant.isﬁserVicesmark;qsegin;annggtion;,
‘with restaurant sergiqes,Lgse;onﬁa}mgviqghyangigMp:gpe;@f9;¢f
movingmsetviqgab uﬁezcn:aircraﬁt;for;éirﬁtignquztation~¢f,«
servi¢e$uand;usepqn,insufanceuapplicétiqn¢£orm53fqr.

insuragceiservic§§g5,Qsegin advertisements can.also.gualify..

A problem may arise if an applicantﬁseeksupgotgg;ipng'
for a service that is merely normal and ancillary to the
sale of goods. .Thus, registration will be refused on. the

is-no.separate "s

ice! being rendered.. :

In other words, services which,are commonly incidental to ...

the production.or sale of goods.do not constitute services".
sufficient.to justify the registration of a mark as a.service
mark.. Under this approach, extension of credit by a retail;:

-2-
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merchant ‘was héld"a?sérvice*sufficient*to”supéortaa serVice
‘mark, Whilé$aféublishef‘sfquotationrdf*itsfrates!for\adveriﬁv
tising épace was Held merely incidental to:publishing and:not
sufficient to supportia sérviCe_mark:f Promotional ‘services:
consistinhg 6f ‘conducting demonstrations solely to'demonstrate
ﬁse”éfﬁtheigoddsHié“ndt557“séfviéé“;’Butwif-theldeménstraé o
tions do ‘méré than merely promote the sale of goods, and also
”generallyaiﬁétfuct*buyéré in‘how ‘to ‘use' the kind“of ‘product ’
in general, then thié qualifies as a "servicé'™. Thus, “even:-
though the same term may function both as a trademark and a
service ‘mark, ‘thé serviée'must*cénStiEﬁté~m6re*theﬁ*meré_

promotion:and-advertising of one's own 'godds.

Under présent law, a non-U.S."service mark ‘owner can"
apply to register“its ‘mark ‘in the“U.S.‘based“on" (1) 'a -
foreigh“registration of the“mark; or-{2)‘a foreign =’
application €6 register the mark if-the UIS. application is~"
filed within?sif-méntnsTof'théffofeigh=applicatfoﬁgﬂar*%é}f**
use’ of the matk in the U.S." “For applications in (1) and™
.{2), the foreign service mark owner need not allege any use

‘of the mark anywhére. ' = iF

“However, on ‘NoVember '16;°1989; 4 new ‘trademirk ‘law will’

“taketeffett i the  UrsivaRa provide-an-additional basis” for-c

the filing of é*U.Si*apﬁlicatioﬁ‘bﬁ“a3§efﬁiéé mark-éwner.”
 Under  the ‘Trademark ‘Revision Act; a dbmeéticior*féfeiéh’?.
‘applicant may’apply tb register a mark based upon a‘bona’ "
fide®intent to’use the mark in the:U.S. "‘The applicdation ' "
_ . -
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‘must state the 1ntent10n to-use;: the serv1ces for whlch the
mark will be used; and the manner in which the mark will be
nsed. An “intentjtg-nee appllcatlon need not be accompanied
by specimens shewiné the‘mar&,;butm;t;mnst 1nclude a drawing
showing the proposed use of the mark. ' The application will

then be reviewed by an examining attorney, and, if approved,

'publishedffbr*0ppositi0n-:;Inmthe;absence-ofganmopposition,

the appllcant w111 have ‘six months to prove actual use of the

mark: after whlch the reglstratlon v ll ExtenSLOns of
therSixfmonthuperiodmwill'beamade:available;;wOnce the serv1ce
mark reglstratlon has been obtalned the ba51c requlrements of

malntenance and enforcement are the same as those for a tradev

mark.

J#enei;f;tne Qééé iﬁpéfééﬁtfaéﬁécéé'égté"égféicg;pggg;is
to make ‘$ure. that the- mark ig properly wsed. The markimust
always be used 1n dlrect assoc1atlon w1th the serv1ce |
rendered and ldentlfy the source of that serv1ce.. Fallure
to do>50'may=result41nwthelmark31051ng%1tststatuswas;abﬁ:

service mark,

1,0UIS My GIBSON - ©
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| , - PIPA |
Japanese Group. Comm1ttee No 1
‘Subcommitteé No. +3
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' Yoshimori Ohtsuka; “TOYOTA 'MOTOR :CORPORATION: . ..
Shin- ichi Suzuki.‘FUJI HEAVY INDQSIR;ES_LTDTZ

‘”Toshlo Funahara. Te131n L1m1ted - -
"'Yoji Fukushima, EBARA CORPORATION |
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“..Speakef;'Futoshl Hayakawa AISIN SEIKI CO Lfﬁ.”” |

¢‘WK031 Ebata Rlcoh Companx. Ltd

ABSTRACT _
As the result of harmonization efforts between Japan,
U.S.A. and Europe on the operation phase of their patent
“Lsggt%i.fa consensus was Teached at the” meetlng held in
"*Jokyofuton October/ =3l and | November: 1, :.1988,: -on
"harmonxzatlon of practlce of 1nterv1ews by examlners
The Japanese practlce has been revxsed and was put in
ﬂeffect effective Hay 1 1989 This paper w111 report
the practlce 0of;interviews - by . examiners: so-revzsed An

comparlson with that in the U.S.4A.

-X. INTRODUCTION

Since October 1985, the three patent offices . consisting

of JPO, USPTO, and EPO have been working on harmonization of

- patent system and practice between Japan, U.S$.A. and Europe.

November 1, 1988 on practice of "interviews by examiners with

applicants” as the result of harmonization efforts on

practice phase of the respective patent systems. It was then '

mutually agreed to put in effect the practice as soon as

practicable.
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PAGE 2

The points of.the consensus were as follows:.
(1) ‘Interview defined, as a supplementary means of ‘exam-
ination, : |
“12}”Participatibn'in“&nteréiew; with'the‘opportunity~of
‘:-"-a'1:-,0‘3.&3:15',1'.'..\oinei2--1'.111'.'em.‘ﬁ':i.evn\vjdul:‘.ing"-.'che:-p_e‘t'i_c)d.;;,‘:)fg.-E:xrv.un.i.-=
Cmatiom,it s o ; T
(3) A format of ‘Fecord, which :will -be incorporated inté.
‘”documents“to'be'the“pubTiC'for*inspeétion.-ﬂ~‘ :
(4) Commitment of the examiner to perform. The examiner
will respect the result of ‘an -interview. . @ :
: ‘The practice of "interview "in Japan has been--changed -in
line with the above, effective May 1, 1989,
;””This”“paper'“will”“introduce :the' practice -of interview-”iﬁ
Japaﬁ*“sowfrévised.*vin“ucomparison ‘with :that ‘in':the+;United
étates.?u : ' . ' '

I1.%COMPARISON: OF INTERVIEW -SYSTEM IN - JAPAN WITH  THAT  IN
S A, o0 i n o e g ARSI R A :
1. Purpose ‘of ‘interview: ::

Cic- e —— —— T SR T — N PR AT,

JAPAN o S T omaidoo i8S A v 7

Examination of -patent appli- ‘|Examination:of :patent appli-.
cations: On a documentary cations:'BaSed'on thebwritteh
basis(Rule 1 of Patent Law ).|record (37 CER 1:2:)v: =uspi:

An Interview is a means to Similarstortheone :shown:left
supplement the documentary : '

examination so as to estab-

lish mutual understanding be-
tween the examiner and the

|applicant. to contribute to |

the prompt and appfogriate

examination of the appli-

cation. ' el teei i o g mad

FRANKLIN PIERCE
LAW CENTER LIBRARY
CONCORD, NH.




-2.Methods of Interview

JAPAN

U.S.A.j\"_: oo

Restricted ‘always to:face-to-

face interview on personal

appearance of the applicant:

In addition -to facerto-face
interview, telephone ‘inter-

view . may:be ‘available.

3.How Interview is:

conducted :~

T

- JAPAN

corre BeSiA.

fI)LntefvieWS‘at-the initi-
ative qf the examiner:

The examiner may have an

tinterview with:thel applicant;

the opponent or their repre-

sentatives, based on mutunal

H

‘consent:

(a) Duringiexamination of

vention is:difficult:to.un-

|derstand-and examiner con- ...

siders that _ an interview . .-

would contribute to prompt

}and appropriate:éxamination:

|of the application; or

(b) During an opposition

procedure, if the examiner

considers that an interview

itheir allegations or to have
“ievidential means sorted out

;by them would contribute to
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nation of the opposition.

an appltication, if the in--

case is such that the inter-
view could serveito develop
and clarify spECificuiﬁaqgs
and leadmfona:mutualgundenf
standing between the-examiner-
and the applicant; and there-

by-advance ‘the prosecution-of

5pr°mpt_and“appropriabe.exami_umwm;"““wammmwwwwwﬂm

Ancintermrew,shouldﬁbe;hadsw;.

only when the nature of the.;|

the ‘application  (MPEP -713.01)]




‘(2)Interviews :at .the request -
|Interview for discussion of

of. the .applicant:.: -
“(a) .The examiner holds.:
.amxintecviewwatpjeasp“once
;throughout'the period of ex-:
‘amination, .except.. for.:
~An appllcatlon for :which
a request .for examination shas
not been filed; CEL
..-u~An application: whlch has

not‘reachedfthentlme-for‘1n:;

itiating:the- examinatlon,gq;g

s=An ;application :for which
a dec151on of publication has
been drafted and approved
within the Patent Office (ex-

clusive of an application on

which-an obposition#hasmbeenm

filed ).
An interview for merely

making inquiries about pat-..

entability is: notiaccept.

h;(b)zThe;eanLner;m@g;dezd;

cline ;a second.interview: ... ..

~1f it -is:not considered -|

useful /for.acecelecation.of

,the exam1nat10n. Sor

co=LE it als. requested in

the final stage-of.the pro- -

cedure. o0l

++1The- USPTO .can.not .as: an

'viduals.

PAGE 4

. .|patentability of pending ap-
..[plications will not be had
‘before the first official
f-{action'thebeon (37 CFR 1.133,

‘MPEP 713.02).

‘In the case of continuation

or substitution.applications,
however, .it may _be had prior,
to.issuance of the.first . .
office action. It may also

be permissible.restriction or

classification order,

i
i

P T T O TN |

JInterview .for-the purpose.of. .

"sounding outf:the examiner

{should not--be.permitted. (MREP

713.03) 0 o0 w i

expounder.of . the. patent law,;

nor.as a counsellor for.indi-
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(3)Wheén an - interview is re-
quested by one'6f the parties
with respectto’a case“6f op-
position to ‘the grant ‘of ‘pat-
ent"the éxaminér holds an

interview only in'the case’ "
where there is no pqssibility
of endangering impartiality

of the examination.

PAGE 5

One “inteérview after final re-}|
“‘|'jection is permitted. . Such |}
@jan interview may ‘be ‘granted

Tif the examiner “is “convinced -
““|that disposal or Clarifi-~: i
“‘catibn for appeal -maybe ac—-
| complished ‘with only nominal

“"|further ‘consideratfon “(MPEP 7

13.09).
ThHé éXaminer ‘may not - deiscuss
inter partes ‘questions ‘ex

:parté*ﬁfth“ényhof”fheﬂinterék

‘lésted partiés (MPEP“713.06).

Pl Vol

éfProcedure for Interview

foma e JAPANYVT moilbawra

1 L

When an interview is to‘be’ "V

conductédi”arrangesents aréi
to'be madéin*advancé By oo
teléphone, “in‘writing, etci?
as to the following: ~¥- :it:v
~Items to be raised;
-Date and time for the
'intervieﬁ:
NS ERE

-Length of time necessary

for the interview ( not to

exceed 30 minutes per case ).

An interview should normally
be arranged for in advance,
as by letter, telegram or
telephone call.
Intérview must be had 'in the
examiners" ‘tooms ‘at such.-

timésy within “oFfice ‘hours,

It i's the responsibility of

both ‘parties to.seée that it .
is not extended beyond a:30.:
minute period (MPEP 713.01 ).
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5.Contents of Interview

PAGE 6

JAPAN

U.S.A.

relate directlyto the
subject application:
l(a)Hearing of:explanation-as:
to the description and
technical conténts of .the’
“sspecificationor drawings.
j(b)Hearing df%expiénatiOn“as
to the subject inventicn
‘f'of-théiapblicétionfasﬂcdmv
pared- with the prior-art.
L(C)Heérjng of ‘explanation as
I to the“arguments=and/or
7 the amendment:andexpla-
"nationias’'to a‘sample-and/
“Lor-a ‘model’ : :
{{(d)Handing over of a notice
. of reasons for rejection.
?(e)Explanétion as to the
; reasons for rejection -and/
.or the cited references,
and guidance as to a re- -
sponse (for example, sug-
gestion of further limi-
tation to overcome the
reasons for rejection ),
;(f)Hearing of explanation aé

to matters raised in the

Conteénts of an interview mustf~ ~

opposition procedures and
guidance to both parties
of the opposition on’

measures to be taken for

sorting out the items in
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PAGE 7

6.Scope ofInterview

3

JAPAN

U:S:As.

lInterviewees shall be as
1follows:
Q(I)Applicant {or, if the ap-

plicant is a juridical

resentative thereof );

%(Z)Representatives:

5 -A representative of whon
notification shall have
been filed;

-A patent attorney who
brings a document certi-
fvying a power of attorney
from the applicant;

~A patent attorney who
brings a document certi-
fying a power of attorney
from a representative
which authorizes appoint-

ment of a subagent; or

ument certifying a power
of attorney from the ap-

plicant or representative

~ment of a subagent; and
(3)Any opponent.

It will be iIn order, however,

‘|for any interested individu-

‘lals, such as company

82

person, an authorized rep-|

-A person who brings a doc-|

TTwhich authorizes appoint=—|~-

Intervieweesﬁshéll.géias;folf
lows  (MPEP:713.05 ) |
(1)Applicant; .- Smn
(2)Attorney..of .record din-the
..form.of-a paper on file;.
cand- R S
(3)Registered-individuals who
~are known.to be. the:local
»;representativés of : the:
attorney.in-the.case {even:
though: a power:of ;attorney
i:»to-them:is not:.of.record
in the particular-applica-|

-tion).




'gemployees. inventor or patent
éattorney office employees,
iwho do not carry with them
;the power of attorney, to be

Epresent together at the

finterview.

PAGE 8

i .

'ﬁ.ﬂaking of Interview Records

JAPAN

;(I)After an interview, the
examiner makes out an

interview record in dupli-
on which both the

examiner and the attendee

cate,

affix ‘their. seals, with ar’

i copy.delivered-to.the apr:
iplicant: or répresentative;:’
thereof and: the:other. copy
“retained- in: the: file-: .. ;.
wrapper. for: future, in-. .|
+: spectdion.by.the public, <.

L

;(Z)Any;proposalgof;amendment;

:dis. presented:.din:duplicate.

|In the case. of -an application

{interview, examiners complete

fIntcrvﬁewgSummary;FQ:m.ggpli{

§cate copy of which is,giwgn

Jor agent ) at the conclusion

~|tion. Discussions regarding

a 2:$hegt4¢arbon¢intgrl§9f

to the applicant (or attorneﬁ

of the interview. In the case
of a telephone interview, the
copy is mailed to the appli-
cant either with or prior to

the next official communica-

pointing ocut typographical
errors are excluded from the

interview recordation.

Any amendments discussed must’
be included in the recorda-
ate

to'the~examiner.;g§£h=a
'copy attached to each.of. .
interview record.

(3)The examiner respects the

lowable- -3

results stated.in the

tion (may be by attachment of

a copy thereof as being al-
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~a notice of reasons for
' Fejection” to' the effect .
that the previous’ mutiual *

| agreement! is to be disre-

“gafﬂea; EERAES

interview record. The ex-
aminer should respect the
application unless a new
fact or new evidence by

which the application is

to be rejected, despite

g heamendment i feumd” )

later.
Upon finding such new fact
or new evidence, after

mutual agreement, the ex- -

e rorinwediaterspecial:

PAGE 9

“aminer adds a’statement in|

“iIf.fésftheirGSult%bf.ah Ly
linterview an‘agreement. will
“{has’ been: reached; notice: will|

{be given, advising that:an

amendment:should: promptily: be
filed asagreed: upon:iIf -
there: is“a prearranged inter-
view, with agreement to file
a prompt supplemental amend-
ment putting the case.as
nearly as may be in conditio@
for concluding action, ex- '
aminers:-will:give:the: case

special status:and:bring it

ctactdion.s - o smowiiy
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8.0thers

PAGE 10

. JAPAN.

(i)Handeelivery of Notice..of

-Reasons for Rejection:.

-.as to an amendment to .

‘.correct defect.ive descrips

, the examiner may hand

over a notice of reasons

‘ment -at that:time.

(2)Presence of Interpreter: ..
The. examiner -requests; an
_dntenprete;:beﬁpresentqat
the interview, if:.

necessary..
(3)With respect to the case
-aminer -is.tassistingi the:
examiner in:charge of -the
case, the examiner -
conducts: the interview in
company.-with the ;assistant

examiner.

1f an--agreement ‘is -reached}:
t:ions 'in the specification]|. .

for rejection, ‘requesting.|.

presentation of .the amend-| .

-for which:an assistant: ex~{

(1)Viewing of Video Tapes
..:During Interviews: ... . ..
- Video :tapes are_.available |
~ for inspeq;jonﬁqhégqﬂit is
shown that.the.content of.|
.the video tape has.a bear-i
ing on an outstanding
.~issue .in.the.application
cand - its .viewing will ad-
-i.vance the.prosecution of |
.the application (MPEP 713,
Coo 01 )
A{2)Demonstration,
Models:

- The .invention, in question.

JExhibits,

may. be. exhibited or .demonz|
strated :during the. inter-, .
view: by-a model .thereof..
.Demonstrations of :apparaxs.:
‘tus:.or exhibits too large

to :be :bpought. :into the.. ..

- .O0ffice:may. be viewed by..
the examiner; outside of. ..
.the .0ffice ( in;the 5

Qithm-r

‘:Washingten area: ),
~the vapproval .of .the superzi
visory. ‘primary examiner (

- MPEP:71.3.08 ). .
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JTIT.IMPROVEMENTS TO BE MADE IN CONNECTION WITH -SE OF

INTERVIEW SYSTEM IN JAPAN v

" The purpose of the interview is to helpexaminers and

applicants ‘or their ‘répresentatives understand each other,
" and 'faéilitatQ’fprompt~-and Uapprdhriéte"éxamination”fof
applications, "so “as fof*eXpedite disposition “thereof, as a
subsidiary “means bf*doCﬁmentapr”éxamination.x In order that
the ‘intérview - ‘system - in  Japan may “be*'morei“effecientlj
épératédffihpfdvenénESJWfII haﬁeito?be“soughtﬁ as it felateé

to the one ‘in the United States, in-'respect -to the following:

_1;‘Iﬁbfd#enents“on?Pﬂtervieu Method -
- Under "~ thé ' interview system--in° Japan, it is. not
%utﬁdrized-to have “an inte?vieW“IfséIfUOVef:the=telephone, as
ﬁndef the  ome’ 'in “the United States. it being restricted t6
verbal examination before: an examiner. Use of the telephone
is ‘béfﬁiitéd ‘anly:ffor~”a%rahgith”an”“abpointment*ﬁdﬂaHén
interview date and time. For this ‘reason, "applicants in
remote -areas or ‘inconveniently located finds it: difficult to
iake**ﬂsé* of - the ‘‘interview system and are ‘subjected to
excessive ‘financial “burden. Depending on the  nature, it
@ighf“hé*héﬁl*td permit’ ‘occasions in which interviews over
_%heﬁtéképhone”mayfbe-allowéd. : ; : L
{ Wi Also, v in the case of interviews -in©Japan purpose of
ﬁhich*is tO”ﬁéhf“eXp]aﬂétion-§f samples’ or ‘models, "sizes of
'éhich“ do *not‘*permit“~bbiﬁginé then * into ' the: Office;" the
“interview: should ‘be allowed outside the Office: Under the
intervieWJSyStem in'tﬁe:Uniteq States” demonstrations may be
ﬁiewed5by ‘the ‘examiner: outside the .0ffice,” but:only “in the
Washington afea'(-MPEP-713.08 ). LT

‘wifnder the: - interview syétem ‘in the United States, in

fapeswdufiﬂg“iﬁtétviéwswwith*pﬁtent'examiners“TMPEP‘713;01).

It would be desirable that equipment for video tapes and
0OHP's be also provided in the future under the interview

"system in Japan to improve the content of interviews.
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2.Information on Timing of .Commencing Examination of
..Applications.' ERERESY DRV : L ; L
_ An - interview:. may be:. had . only  with . respect =tor_.a:_n...:
application examination: of 'which i has - commenced. or ‘is  to.
" commence shortly. An interview may not be had with respect
to an application which has not reached the stage -at which
examination could commenced. . & . . 5 _ , , :
While . such :.procedure. is...understandable .from. K the
viewpoint - of- the . purpose .of . the. interview, K system, _an
applicant desiring - an;b interview . must .. be .assured . of.
avai1ability‘of;information:on;theﬁtihing of commencement of
éxamination;sin;ordéfﬁto maximize the use~pf;thata§y§tgm; :
~+At. present, :the: Patent. . Office makes. open, by .its
official gazette, "Public announcement of examinerszin_chaggq;
by rclassification. of appiications,afqr patents :and'-utility
model registrations,” the months and years_.in4 which. .the
leading . applications  currently :examined ;. by  respective
examiners: were:filed for examination.. Such,informatiqn.wquld
not be - -sufficient .enough .and .announcement, on. a -more :timely
basis, - of:..the v latest:: -information ,onhf;the_;rtiming ‘of
'conmencenentuof-examinétiohs—is.desiredf; 7 - Lt
.3+ i Interview about :Application .for which :Decision. of
. Rejection ‘has been .Drafted and Approved (. except for
Amendment to: -Application. made :following. -Appeal
“therefor ) ' '

In not a few <cases, those of thfmgggpquants

dissatisfied: with:decision of ‘rejection who :want .to -appeal
desirea'anf-interview~1fpr..guidance; as 'to measures :available
( :Ref... 5{e)). .An . applicant dissatisfied:-with the . decision. .of
rejection who: has ‘appealed may ‘have. an.-interview -with -the

examiner :who -has made; the decision;,! to: make -an ‘amendment to

:to negotiate$restrjb¢inns;that;would permit: the .application
to-escape from-.-the reasons of rejectiom*(pu;suantytoxSection
'16142?an¢ thereafiter nof: Ptent-:Law},  so-as: to--finalize the
“case at:-the: earliest.:convenience:;:. This . should. .serve the

.purport of .the . .interview:system.. "
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Under -the U:§) interview system, -an interview may be
granted if the examiner 1is convinced that: disposal or
clarification © for “‘appeal " may ' be  accomplished :with® only
nominal further considetation (MPEP 713.09). : ... ; '

" -'a, Others
' (1)In an interview dealing with- guidance :on.. such. .
_mé5§ure§-évaiLabTe;Was*PréSentétion”6f'reStrithons'to#escape
- from reasons of'rejection; it should be permitted. to.make -an:
,éﬁendméﬂt:-in a draft - form. " :*If{ an':applicant. ‘drafts : the:
Amendheh%ﬁfif@is5d9ual:that;:in“ofdérithat"askbroader'sbbba
of righf*m§y7béfsétured'asprSSible.?the-proposedsamemdment
does not contain full restrictions ‘at the imitial stage to
prepare “for casés - in which; ‘as -the result of the ‘interview,:
the initially drafted amendment tcan not escape. fully: from:the:
reasons of reéjection. : ' : =
YL rie2)An applicantitasks for-an’dntérvieW-moStly when: ‘the.
applicarnt has rieceived notice of reasons of rejection.: :If
the“héticefsets?forthwthe~feason5mofﬂreject&0m in‘a-précis&'
and accurate ‘manner, it ‘will':make “:issues ‘clear: to  thel
applicant and be Theilpful when--condﬁéting an ‘“intensive
interview  within ‘a shortperiod of " time. = It is -desirable,
therefore,” that: the notice ‘of reasonsof Tejection ‘contains

full description of why the.application is rejected:. -

IV:"CONCLUSION * T EE S S S

L ouoBothl -of “the “interview isystems: in Japan ~and “the :United
States “are ‘a subsidary ‘means- :of .documentary examination of
patent?abpliéations'andrhave-béen harmonized with ‘respect to
the following matters. as ‘the resultiof mutual’ concessions:

T At - least - one: interwview: will: be -granted .during .

g A S S

e AN N AT o AT pATER U T
‘=2.-:Examinérsi:wii& - complete ! records.,. -summarizing: the
wisubstanceof the . interview, .and ‘incorporaté them:into

- document s madefavairablehfobfiﬁspectron:b&fthérpublic_

3 Examiners - will respect: the  results of inetrview and.

particularly with respect . to.a consensus :reached as to
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amendmenté to the application during an interview,
will promise performance of his commitments.

With the above, ‘the' ‘interview ‘system will  serve to
facilitate mutual understanding between examlners._ﬁagd
applicants or their agents so as to pegllze efficient and
exact examination. We believe, therefo;é; thatllt must be
used positively for acquisition of hluseful " patents
efficiently. e ”'m”: W

In the above, “we: have introduced the intervieWﬂsystém in
Japan, as it relates to the same in the United States. We
hope that member companles of Japanese and Amerlcan Gruupsdof
PIPA will make use of the interview system more p051t1vely.1n
both countries. We shall be more than pleased 1f thls paper

can be" of any ‘assistance to 1t

N e -End-
Enslg- Recordatlon Forms T N . T A B
N (1) Interv1ew record Eélafiﬂﬁh fg iﬁgféﬁt; ;bplféation
( Japan )
" {2) Examiner Interview Sﬁﬁﬁaf?jRééorawC*UfS?h. )
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" APPENDIX-

. INTERVIEW RECORD RELATING TO PATENT APPLICATION

“Patent’ Appllcatlon No.

B Patent Offlce Ex&mlner ,;': A i

‘ Interv;ew Attendee.

Appllcant or

Representative-: .. .. v - . Accompanied bys: ..

”Date and t;ne of Iuterv1QW'"”=":'

Interview items (attach()nmrk'to_;he‘numpex of relevant items)

~ (a) Contents

X

1. Technical explanation of the subject application.
2. Explanatlon of the sub]ect 1nventlon in’ comparlson thh
| 'the przor art o o :ﬂ  o
3. hExPlaDatiOﬂaQﬁitﬁ%esﬁﬁqifiFaﬁiQ“u-5;§H§€§§ﬁ;am¢9dme“t-
or proposal of amendment.
4. Handing over of a notice of reasons for rejection.
5. Others. '
{b}) . Results
1. Defective description can be eliminated by'the presented
proposal of amendment.
2. Previous reascns for rejection can be_overcome by the
preséented proposal of amendment. .

3. Previous reasons for rejection can be overcome by the

4, It has become clear that the subject invention has
novelty énd'inventive step in comparison with the
citation. |

5. Further consideration or cémparative explanation is to

be made.




6. Examiner is to further examine the proposed amendment.
7. ..Notice of. reasons for rejectlon is to be issued.
8. Notice of ‘Teasons. for rejecteOn is to be handed over
Sl later.
9. ‘applicant is to make a further-search for prior-art. and:
feport the reeult.
Yﬁifb;PKppiieanteie'to give once more technical explanation and
comparativehexplanation.
11. Applicant is to present ‘a2 new proposal of amendment.
12. Applicant presents no argument and no amendment agalnst

the reasons stated in the notice of reasons for

.rejection dated e .

13, Applicant withdraws or abandons ‘the appllcatlon.
'14. No.conclusion has been reached.
15, Others.

Remarks

If a new fact or new ev1dence by whlch the appllcatlon is to
be rejected 'is found later, new reasons for rejectlon ‘Wwill be
notified regardless 'of the:above redsonsy - : .

APPEnded'papere" R LRI R CH ontlnued sheet
Yes Proposal of Amendment ' T e Yes T
it Other Lo en e mrie s

Examiner's seal =~ ‘|7 “Atténdees s&al-
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‘UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office
| Address:' COMMISSIONER OF PATENTS AND - TRADEMARKS
Washington, D.C, 20231

SEMIAL NUMBER | FILING DATE | ) FIMST NAMED APPLICANT | ATTORNEY DOGKET NO,

- ) EXAMINER

VTR ST SN SRR P T _ARTUNIT . | raAPER nUMBER

| DATE MAILLDS

EXAMINER INTERVIEW SUMMARY RECORD

t4)
Date of intarview —
Tveu: O Taieabaric . T3 Parsond! tecoy fsgiven o O sppiicans, | O acslicants presaniarivl. .
Euhit;:i::hnwncrdunannritiuncﬂnﬂucud: O rex O No. 1F yas, briet inti

Agreement, [ was raached with rasnect to same or all of the claims in quastion. [ was net resched.

Claims

Identification of prier art

Description of the ganeral nature of what was adreed to if an agresrnent was reached, or any ather comments:

(A tuller decription, il necessary, -nd a capy of the ilable, which the agrud would rcnder the cla-rru allowanle st hu
attached. Also, whare ne copy of the smandments which would nndlr tRe claimy aliowabsle is availibie, 3 Summary thereal Must be atlached,)” "

Unless the parsgraphs balow have been checked [0 indicate 10 the contrary, A FOAMAL WRITTEN RESPONSE TO THE LAST QFFICE ACTION 1§
NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW {e.Q., itéms 1 =7 gn Ine reverse side of this form), If 3 response to the
tase Qifice sction hat'already been fited, then applicant is given ong month from this interviev da1e (3 ravide a stacement of the tubstanee of tha interview,

0 1t is nox necessary tor lpﬂliclﬂl to nﬂwid! a wparaie recard of the wbitance of the interview,

Cl Since the examiner’s interview tummary above Im:ludmg any attachmaentl reﬂt:n a complece respanse (o each uf the oh.e:nuns FHEECLIONT aad
requivernsents that may be present in the last Qffice actign. and since e claims are now allowably, this compistad farm is considered ta fulfil) the

"5 Signature

FTOLaTI REY. 1841 e e e

OHIGINAL FOR INSEHTION IN RIGHT HnND FLAP OF FILE WFMPPEFI
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THE STATUS OF -7 -~
{-PARAMETER CLAIMS -
. . IN THE .
COURT OF APPEALS FOR THE FEDERAL cmcun

’ Prepared For B

'J frPac1f1c Indu;tr1al Property ASSOCjat1on Meeting::;",;QJ'”"id

Tucson, Arizona
» October 3-5, 1989.:..-

Robert o' F]ynn 0'Brien*
: [ Associate e et
K. L. Gore & Associates, Inc.
Newark, Delaware

and

GaryﬁA: Samuels‘mfﬁ'"i'\
. "Patent Counsel _
‘W L Gore & Associates, Inc.:
- . Newark Delaware
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Introduction

On October 1, 1982, the United States Court of Appeals for the Federal
Circuit (C.A.F.C.) began its role as the singular appellate level court with
subject matter jurisdiction in patént Cases‘x‘replacing the varjous federal
appellate courts and the Court.of. Customs and Patent, Appea]s {C.C.P.A.). It
was hoped that one benefit of the concentrat1on of patent appea1s in the new
court would be the elimination of forum shopp1ng amongst the various federal
circuits. 2 It was . a]so hoped that the formation of The C.A.F.C. would allow
- the growth of a body of patent 1aw which would prov1de a posit1ve sett1ng for

the needed technological growth as the nation faced a period of
| reindustﬂalizatmn.3 The changes in the new court's 1nterpretat1on on
_various areas of the law of patents has: been the subject of other
articles. 4 How the change from the C.C.P.A. .to The C.A.F.C. has affected
" the role of the “parameter“ ciaim 1n patent law is the focus of this paper.

Th P rameter laim

‘Ji_jparameter“ ‘claim as the term 1s used herein is a claim that uses
-chemical or physical characteristics to particular1y point out the subject

matter of the Tnvention for which. patent protect1on s sought. These claims
appear most commonly in the chemical and- biotogical practice where a product
or process cannot be described through the use of either descriptive text or
through the use of recognized symbolic language, such as a chemical formula,
with any certainty. HWhile the use of such analytical information as infrared
spectra and molecular weight distribution may be recognized as valid methods

T 28 U.S.C. §§ 1295 (1982).

2 Sobel, "The Court of Appeals for the Federal Circuit: A FIfth
Anniversary Look at Its Impact on Patent Law and Litigation", 37 Am.U.L. Rev.
1087, 1090 (1988); Blumenfeld, "The Impact of the Federa1 Circu1t on Delaware"
* Delaware Lawyer, Vol. 7, No. 3, at 10 (1989).

3 Markey, C.J., Comments Before the Subcommittee on the Courts, Civil

““Liberties and the Administration of Justice, House Committee on' the Jud1c1ary,

97th Cong., 1st Sess. 7 (1981).
4. Sobel, supra note 2 at 1089,
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for differentiating one substance. from others.by those in a particular field
of study, the use of such information in a patent claim may sometimes be
viewed as:an inadequate or, indefinite. description of; the 1nvent10n

The "parameter’ claim, -1ike any other claim, must. sat1sfy the. requ1rements
for disclosure set forth in-§ 1}2 « The descr1pt1on of how to make and use.
the inyention must.satisfy the requ1rements -of the first paragraph of § 112,
‘and -the definiteness:.of the claim must satisfy the requirements of the. second
paragraph of §:112. . Both paragraphs must be separately sat1sf1ed 6“ To. .
satisfy the, requ1rements -of -the first paragraph.of § 112, the.invention. shou1d
be=disclosed-in-such a way.to enable those “skilled.in the.art" to .practice.
the 1nvent1on-7--The:spééification‘should also ‘disclose the. “bestwmdde“fby :
- which to.practice:the 1nvent10n ‘as env1s1oned by the inventor. at the time the
patent application.is filed. 8 ; L O T

" However, an:analysis-of. the requ1rements of 5 112 as it re]ates to c1a1m
terms-:containing .property. characterist1cs should begin.-with the .second .
paragraph since this paragraph is the one that requires an app11cant to ‘
present c1a1ms -in a manner in. wh1ch the applicant believes -defines .the. metes
and bounds.of.his: 1nvent10n with.a- "reasonable degree of . -precision .and
partxcularxty.“g -Thus., - the.inquiry with. regard to “parameter® claims. under
the secondparagraph-of § 112 is.an inquiry into whether tne#characteplstlgs
used reasonably describe and deltneate,theqinventiqniwithaenough.precisiqn-to

put the public on.notice-of the extent of thq:c]aimgboundanﬁesflg;-;.

5 35 uU.8.C. §§ 112,

"6 “In.re“Barker, -559 'F.2d 588, 194 UJ.S.P.Q. 470,472 (C.C.P. A 1977)5 o
Ha]tershie]d 62 J. Pat. Off. Soc'y. No. 5, p.284 (1980). : S

7 1In re Gay, 309 F.2d 769, 772, 135 U.S.P.Q. 311, 315 (C.C.P.A} 1962).
9 In re Moore, 169 U.S.P.Q. 236 (C.C.P.A. 1971).

10...Lipscomb's Halker on Patents, § 11:10 (3rd ed. 1988). __ °
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The Board of Appeals has not ‘had’ mich: diff1cuity An- permitting the use of
1physica1 ‘and ‘chemical property characterlst1cs ‘to define ‘claimed: subaect
matter. ~ For ‘examplie, in Ex gartg Brian, Radley, Curtis. ‘and Elson,
board acknowledged that the use of emp1r1cal ‘formulas -along ‘with the known

" chemical” and physica] ‘characteristics ‘suchas an- infrared absorption ‘spectra’-
“could be used “to proper?y define & chem1ca1 product In - arr1v1ng at its:
‘determination, the ‘board looked ‘to the allowance of ‘suchiclaims in other: i "
pateht'applreatloﬁs'ﬁ1th'tﬁe:eame'SUBJett'mafter'as well as:the practice of
the use of ‘this type -of claim-in-the ‘particular ‘art. 13 “The board p01nted
out that, ‘in genéra¥; there” are two ‘waysof c1a1m1ng @ -chemical product::
structurally complete formuia or a detai1ed preparatory descript1on Hif the’é»
structure was unknown. 18 yowever, ‘the board ‘recogrized ‘that the use"
"parameter” type 'lnformation in cIaims had Iong been estabﬁshed 1n ‘that *
particu?ar St L T T A AT T BT T PO e

*“The “next" year the Board of “Appeals ‘in Ex_ parte Brotkman and’ Bkhn‘1§4¢591¢
followed 1ts deciston in Ex parte Brian. The board’ accepted the def1n1ng of
products ‘by- “certain physical ‘and ‘chemical ¢haracteristiés where the' g
chardcteristics -are msignificant. wl?: “Ttie board did not further elaborate @
which indicates that it 'did ‘not see any Assie Tn the matteri’ wiiranisen oo

"The ready acceptance by The Board ‘of ‘Appeals of claimifig’ 1nfferm§ of "
physical and chemical properties is perhaps epitimized by Ex parte Sobin,
Celmer and Kos. 18 In this case claim 5 was about as "pure" a "parameter"
type claim as could be envisaged. The claim read:

1 Ex parte Brian, Rad]ey, Curtls. and E]son 118=U.S.Pep$;242.5(P.T.0;

,ylg;;zd,_at;z44.--
13 1d. at 245.
14 1d. .
L Fyﬁwhﬁi_,fﬁwm.ﬁmwhw;

16 Ex parte Brockmann and Bohne, 127 U.S.P.Q. 57 (1959).
17 14, at 60.
18 Ex parte Sobin, et al., 139 U.S.P.Q. 528.
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.. - "5, A substance:effective in irhibiting the growth of fungi,. ..
selected from the group con515t1ng of a white, acidic substance moderate]y
" "soluble in water, very sofuble in methanol, ethanot acetone, butanol ‘and -
cag%on tetrach]orade, ‘insoluble in hexane, having the :optical rotation
—161° (C1%Z methanol) and capable of forming salts with organic.
baj%s. which contains the elements carbon, hydrogen and oxygen 1n S
substantially the fol]ow1ng proportions by Weight: - v
Carbon _ 64.67 . _
Hydrogen 6.29 :
77 .0Oxygen: (by d1fference) 29.04 - -
Hwhﬁ%h displays in methanol a single peak at around 218 5 mu,
. . 358 'in the ultraviolet region of ‘the spectrim and when dissolved
:in carbontetrachloride exhibits characteristic absorption.in the infrared.
. region at the following frequencies expressed in reciprocal cent1meters
2857, 1764, 1684, 1629, 1484, 1445, 1397, 1316, '1263, 1176,:1143, 1119,
1079, 1034, 952, 930, 921, 834 737 673; and the amine salts“of said
ac1d1c substance "

The Board held that -the claim was - ”definite“ and propertly: po1nted out the
invention, saying that it sufficiently:identifies the.claimed antibiotic..: . .

"Th .C.P:A. Vilw ~of Parameter Claim

The ‘decision of In_re Miller, 169 U.S.P.Q. 597 .(1971), sums up very well:

the attitude of The-C.A.F.C.'s:predecessor court. -In Miller the.claim .-
involved was directed:to:an:ultrafine polytetrafivoroethylene -powder: defined
by the physical characteristics of particle size, distribution function,
sub-sieve.size, .and wet-sieve/sub-sieve size ratios. But the,on1y.property =
characteristic limitation:in issue was one reciting an unsintered flex .
strength value. The issue was whether it was proper'to recite a property. "
value of an altered form, namely the compacted form, of the claimed powder.
The court found for the applicant on this point, saying that:

11 "The first sentence of the second paragraph of 35 U.5.C, 112
requires only that claims "set out and circumscribe a particular area with
a reasonable degree of precision and particularity." In re Moore, 58
CCPA F.2d _ , 169 USPQ 236, 238 (Mar. 31, 1971).. In the
absence of evidence to the contrary, we will assume, as we said in Moore,
that what the claims define 1s what the applicant regards as his
invention. If those skilled in the art can tell whether any particular
PTFE powder is or is not within the scope of a claim, the claim fulfills
its purpose as a definition. As we remarked recently in reversing a

reegeetion ~Tve rejection made ‘onthe ground that -particular-Tanguage was
_“functional" and thus "indefinite,“ "we are unable to see merit in any .
‘proposition which would require the denial of the claim solely because of
the type of lTanguage used to define the subject matter for HhICh patent
protection is sought." :
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Be that as it may, a trio” of C.C.P.A. In re F1§hg cases illustrates the
d1ff1cu1t1es that can. ar1se in an analysis of “parameter" c]aims in any given
factua] s1tuation In the first Fishg case.19 a-claim was dlrected to .an
ACTH preparat1on "hav1ng a potency at 1east equa] to the Internationa1 '

"Standard" and a posterior pituitary contamination at least as Tow: 35;0.08'
units of vasopressin activity. A majority of the C.C.P.A. found'fhat the
claims did not define the 1nvent1on with the particular1ty requ1red by 35
"U 5.C. 112 because the ciaims used “conven1ent1y funct1ona1 1anguage at ‘the
exdact po1nt of novelty.* In ‘this first decision Judge Rxch sided with the

.maJor1ty. but Judge Sm1th in a: forcefu1 d1ssent argued that section 112. 1eaves
it to the appl cant to- dec1de how 'his invention should he claimed and that
claim terms should not be limited to structural formula or to product by
process-terms.  “Judge Smith would require :only that product characteristic
limitations be "full, clear, concise-and -exact." He did-not consider-: . :va.
-recitation of chemical or physical properties to be functional recitations.

' The applicant petitioned for rehearing.20 Hhile the petition was™ .. . <7

denied, Judge Rich.joined Judge Smith in dissenting from the denial. Judge'

Rich quoting from G.E. v, Habash Appliance, -304.U.S. 364, said that "claim
terms of effect or ‘resuli which ‘accurately define the'eﬁsentia]"qualities'of*a
product, may-in some iinstances be permiésib1e'andrevenwdesirable; but az- -
characteristic “essential ‘to novelty may not be distinguished from the old art-
“solely byiits tendency to remedy the ‘problems of “that-art." Rich -concluded =
that the: characteristics of strength of the claimed ‘ACTH preparation were:
definite. T ' A

19 In re Fisher, 135 U.S.p.Q. 22 (C. C.PA Sem) o
20 qnre Fisher, 1 137 0.5.P. Q. 1_50 P
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Finally, after subsequent proceedings before the Examiner, the Fisher.
application returned to the C.C.P.A. a third time.?! This time the court
unanimously reversed The :Board and The Examiner's rejection under 35 U.S.C. .
112;:5econd paragraph;- on: the iground of ihdefinitgnesscfor not “setting forth .
with particularity the chemical structure or.adequate physical characteristics
to identify the composition.” The court distinguished -the claim language -
presently beforg it from the -claim language-in the first Fisher case by

_pointing”out that the-offending:and allegedly vague word "potency":present in.:
the:claims;of:the'first;case was;not present-in the claims before it. . It-is
significant that the-court distinguished the different sets of claims.on that
‘basis.and did not go-into-a detailed discussion of claiming by product.

characteristics.: In that respect the court simply said "We fail to see-

anything:indefinite -in such:a:recitation.” - .Thus, .after a false start and some
confusion over "functionality at the .exact point of novelty":the C.C.P.A.. . -
ulttimately straightened:out its .reasoning and followed .In re Miller,.supra. ...

The C.C.P.A.'s view of the second paragraph of section 112 at its demise
was one.of :allowing:considerable lattitude in permitting an:applicant to. -
describe and claim his:invention so long:as-the-terms .used were considered: .-
clear:and:distinct.: Such was true regardless of. whether-or not the terms . -
involved:were:product.characteristic -terms.- In other words, "parameter”
claims were not treated“anygdiffefently_than any -other type of claims. - - =

The C;A;F:Cy-View

since its inception in October 1982, The C.A.F.C. has had several
occasions: to address.the use of claim: terms.that recite product - - -
characteristics, and has left no.doubt that it .is:.following its predecessor.
court: = <o ; : L . ‘ _

gk s e

21 'In re Fisher, 166 U.S.P.Q. 18 (C.C.P.A. 1970).
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In the 'ﬂrst-ca’se‘to-tomé'befdre'the”court22 in which the definiteness
 of a claim term describing a product characteristic was involved, the ‘court :
held a ‘term reciting a minimum matrix tensile strength was not-indefinite, : "
without furthér elaboration or discussion. *The ldack of comment by the court =
seemed to indicate it feltthe law had been well. settIed by its predecessor
court: S ce i ‘ _ \ . S
V. ing ‘& Pagk1ng, g ,-221. .
'U S.P.Q. 568 '€1984) the court addressed broadiy the- 1ssue of 1ndefin1teness o
under the second paragraph of section 112. While the point in issve did not::
: involveiterms'recitingﬂprOduct‘characterisfics{23'the?c0urtasimp1y saidthat :
 the issue 1s'"whether ‘orie ‘of ordinary 'skill-in the art’would understand what.:
is claimed when read in 1ight of ‘the ‘specification.” ‘It is significant that’

' the only case cited by the court was its own earlier Gore v. Garlock decision,
a decision that did involve ‘a product characteristic. ‘This indicates: the -
court makes ro distinction-as to the type of c!aim terms involved in“an®
analysis under section 112. . R '

Further indication that The C.A.F.C. ‘readily accepts defining products by
their chemical or physical“characteristics is found ‘in two additional .
decisions which-address the secdnd'paragraph'of'35‘u S.C. 112. Whiletthe '
- cases donot directly involve ‘the c1a1ming of “a product by its" character1st1cs
they do provide insight into-how the court views such'claims. Thus, in * '
H h Inc. v. Monoclonal Anti ., 231 U.5.P.Q. 81, a Jepson type
claim waslinvo]ved which covered a test foﬁTcarryjngfout.an immunometric assay
in which the improvement was using "monocliconal antibodies having an affinity
for the antigenic ‘substance of’at least 108 1iters/mole for each of said
labelled antibodies and said antibodybound to a solidicarrier.": Thus; while:
the ctaim:involved was a processiclaim, the improvement-in the.art involved -~
use of a composition defined solely by a product charactertistic. In finding+

22 . L. Gore & Associates, Inc. v. Garlock 220 U.S.P.Q. 303 (1983).

23 'In Seattle Box, the c1a1m term'"a he1ght suhstantial]y equai to
was at issue.
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the term definite the court said "if the claims, read in 1ight of the.:. =~ =
specification, reasonably apprise those skilled in the art both of the
'_uti]izétion:and”the scope of the invention, and if:the Tanguage‘is'aS«precise
‘as ‘the subgect matter perm1ts the: courts .can: demand rio more,“ c1t1ng

It is significant that the court:icited:the §hg1;g£g£ggﬁ dec1s1on because
in Shatterproof the issue was not whether ‘@ claim parameter reciting a product
characteristic was ‘definite; but:rather; ‘the: issue was whether lack of ~~:--
reciting the size of glass:sheeting and-Tack of reciting the quantity and =2~
qudatity of a-coating rendered a:claim vague.and indefinite so’as to be in. =
non-compiiance with the second‘paragrapﬁ*ofrsectiOn'1]2; In .other words, the
citation of Shatterproogf fn a decision-involving claiming by product: ™ -
characteristics is one more indication that the court does not make any " "
distinction-as ‘to the type of claim terms involved when 1ssues arise relating
to the ‘second :paragraph- of section 1120 L SR

‘The most recent decision involving the use of c1a1m ‘terms reciting product
- characteristics s Qu Pont v. Phillips Petroleum.“” -In -Du Pont,: the court -
stated that “on ‘occasion...structure alone may be inadequate to-define the
invention, ‘making :it appropriate to define the invention in part by property
1imitations™ and:‘cited Hybritech: “with® -approval. < The case is particularly
enlightening because The C.A.F.C. remanded-the case to determine whether ‘two
property value recitations recited in Claims 1 and 12 were sufficient to
overcome anticipation by prior art products when the patentee had conceded
that all the other limitations of the claims were met by the prior art
products. The C.A.F.A.-said "to find anticipation of Claims 1 and 12, the
District Court must determine that Phillips met its burden of proving by clear
and convincing evidence that the copolymers it made prior to DuPont's
invention possessed those properties.”

Thus, the issue of the propriety of property limitations has become so
well settled that they are relied upon to provide patentability to otherwise
unpatentable subject matter.

24 225 |1.S.P.Q. 634 (1985).
25 7 U.5.P.Q. 2d 1129, C.A.F.C. (1988).
_ i
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nclusion .

-The: C.A.F.C::-has followed C.C.P.A. precedent in allowing the.use of . : -
property.characteristics in.the c¢laims....The.role of the court when faced with
a property limitation is to détermine whether the 1im1tation_is,dgfinitezgnd;,
not:to dictate what.form claim 1anguage should take. A

- In, those ‘areas of technology,. mainly the chemical and biolog1ca1 arts. o
where description solely by conventional.means proves impossible, the use of
"parameter" :information: :accepted. by .those skilled.in the particular art will.
be accepted by the courts. - -The.availability of this. type:.of information for-

use in patent.ciaims is of .greaf utility to inventors in-areas where the ...

~ technology s still: in:its infancy,. such as biotechnology, by allowing..: :.::
inventors to:claim their inventions in the language of their emerging fields.
- Society also benefits from theuuse.ofw¥p;rameter"rtybewinformation~because_it
fosters the disclosure of the latest technologies as soon as -they can be
described reasonably. to. those skilled: i n_..,fh.e particular art. . This fosters the
 rapid growth\offtechnology'by-providing patent protection to these new areas.

The .continued avallability of claiming in terms of .property ¥
characterist1cs in The .C.A.F.C. ;along with. other changes -that have occurred::

with the new court, has had the effect. of strengthening the patent system and
encouraging much-needed growth in:technical- 1nnovat10n
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CHIEF PATENT AND TRADEMARK”“
_COUNSEL .-
 AMERICAN STANDARD INC.
.40 WEST 40TH. STREET.:
NEW YORK, NEW YORK.10018.

. RECENT.CHANGES IN.U.S. PATENT, COPYRIGHT AND
TRDEMARK IAW WITH SOME SPECULATIONS
-~ ABOUT THE FUTURE e

G Because s.omajor changes have-jeccurred 1n Unlted
States. copyright and. trademark.. law. . since. the.Congress_ln
“.Toba,’ Japan, . 1ast October,_ it. seems appropriate to add:at
"~ least a few comments about these changes to this: Congress'
review of the past year’s changes in United States patent
law... . My predecessor Chairman. of.United States.Committee No.
i Monte Witte, ..Esqg., also suggested that the;Twentieth
fCongress prov1des a. natural . forum. -in . which to. attenpt: to
forecast - the dlrectlon that. - ‘United sStates. patent practice
;w111 take, in; v1ew of the 1eg1s1at1ve trends: that we have

observed durlng the past _few, -years... And so, with' your
understandlng that “Prophecy is the most gratuitous form of
.error, ™ a . few guesses -about .the shape of: things.to come in

:Unlted States.. patent,. copyrlght and trademark practlce ‘are
_advanced 4in: thls paper.- RIS N , L

. ‘ff Thus, Unltedf‘Stahes' practlce has undergone dne the
:past year, changes w1th respect to.;mf AEPIRIAS o

”31,;fﬁNew patent 1eglslat10n,

ziz.f;;New Rulés of Patent Practlce,

ffsEnterlng the Berne "Conventlon for the Protectlon

New copyrxght leglslatlon. and

New trademark legislation.: . — = -+
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NEW PATENT Lgcrsmi‘:tou: -

Qulte a bit of ‘new patent legislation was added to
the Patent- Act - since October 1988. The following material
merely touches upon some of the more significant features of
these new amendments.':

On November 16, 1988, the right to patent term
restoration was extended to animal drugs, or veterinary
-medicines. Up to five years of patent term extension now are
possible for" some Veterlnary med1c1nes to” compensate for the
time taken to satlsfy Unlted States  ‘réquirements for

premarket clearance. "/ The operation of this new term
extension provision, however, does not extend to products
‘that are primarily manufactured "...using recombinant DNA,

recombinant RNA, hybridoma technology, or other processes
Anvolving- Slte spe01f1c genetic ‘manipulation - techniques,
flncludlng rany- salt or- ester of the active 1ngred1ent as a

single - entity or: 1n comblnatlon w1th another actlve-
_1ngred1ent " _ mf.“* »i. 4 e

o Also,-* in ? November '=of : 1988 the flnanc1a1
-authorlzatlon bill for ‘the United States Patent ‘and ‘Trademark
Office- passed “inteo " law:’ ~ This statute not’ only" permlts the

:Patent: cand: Trademark Office to ‘impose charges for the use of
the" Offlce g automdted searchlng equlpment but also changed
?the Patent Act w1th respect to the dootrlne of “mlsuse.“;'

T RE Among the s new- fee' prov151ons, the Offlce now ‘is
-permltted ‘toi'charge ‘(but has'not’ yet . 1mposed’charges) for the
use of 1its public search rooms and libraries. - With ‘respect
- to patent "misuse," the patent owner now is exempt from
Mmisuse:liability’ in five 51tuatlons.~ ‘ Among these five
situations, +the patent owner now may refuse ‘to licensé&’or use
any of the rights to the patent or to the sale of the
patented product. Also, tyinhg a- patent license, or the sale
of patented product, +to a 1lcense in another patent, or the
purchase of a separate - product @ is’ hot “a "misuse" of the
patent grant This "tied sale exemptlon,"‘ however, is
subject :to:: an: exceptlon;'?Thus "mlsuse“ nevertheless can be
found in spite of ‘‘the ' "tied sale" ‘exemption if the patent
owner has market power in t] e relevant market on whlch the
11cense or sale is conditicned’ :

The other three’ exceptlons ““from the 'misuse"

doctrlne now no longer make 1t a potentlal patent "mlsuse"

_— to"‘i'"” s . v
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1w Derive: revenue from acts which, if. performed
- by ‘another without the. patent owner’s. consent:.
uhwould constltute contrlbutory 1nfr1ngement'-‘»-

‘:;fzt.nglcense or. authorlze another to perform acts -
“+ - .which, if performed without the patent owner’s = :.:
consent would constltute contrlbutory 1nfr1nge~ e

”ﬂﬁment,
“5.m"Try to enforce the patent owner’s rlghts '
against infringement  or contrlbutory 1nfr1ngew

ment.

Also inp November ,of 1988 a. five .:year program to promote
-superconductivity research and . development ‘passed -into:law.:
of © particular interest is the fact:that this law, . among.other
matters, . requires ﬂthe:;Eresident ~of -the United /States: to
develop- ~@: - program. - of . 1nternat10na1 cooperatlonu :
' superconduct1v1ty research. . o g e

SR The patent appllcatlon forelgn f111ng llcense
requlrements 1mposed ~on:United States appllcants prosecuting
. cases abrogd ‘ralsourwere © eased: through -ithis« recent
1eglslat10n. ~Largely  for defense security. purposes,.na
United: .States: patent applicant ‘must obtain:d license fromithe
Patent and Trademark Office before:corresponding: ‘applications
for: .patent . can ‘be . filed in-:icountries and'regional patent
granting organizations © foreign to  the "United::iStatesy
Difficulties may arise during the prosecutions of <these

foreign -cases “if :-material is disclosed:abroad/thHat was not

within’.:the. “scope: of-the:parent United-States application:at
‘the: time. ..the :license: was:granted. The- amendment:to:35:USC
184 ' solves .this problem, to a great: extent; by:permitting the
parallel foreign applications to be modified or supplemented
with:~additional-:.subject 'matter. ’“The supplemental material,
howeyer, -muasto notj be .-the xind “of: information that would
requ%reu“disglOSUrex‘under,4the: secrecy: provisionsiofc35JUSC
181. 7 s A PR L P -f""y 'f”‘ s A e

;ChOOSlng a dlfferent ‘month (October 18- 1988) the
nt - of ..the: Unlted States: signed into law an: amendment
to ‘the Bankruptsy JAct thatorhas - acdirect” bearlng on:patent
'11cense matters. - . Thls amendment may vhedilof partlcular
interest. to .our. ..Japanese;colleagues in‘'view’/of not only. the
'large number »of. licenses-entered: between Japanese firms-and
United states bu51ness concerns,. sbuts alsox~thesldrge
investment Japan is making in United States 1ndustry and the

CUFrent tFend I posting patents dnd traidenarks a8 ol 1ateral ™

— 3 —
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for commercialiloans. - Before this amendment entered force, a
bankrupt ‘' -‘technology = licensor W could - rescind :technology
agreements ‘and " resell the technology tothe highest bidder,
"thus preventing the former licensee from enjoying further use
of the ‘licensed techhology.:® The amendment changed Section
365 of “the ‘Bankruptcy -Act to protect the: licensee’s right to
use ofﬁdthef-intelleotual“'property~aszitwexisted~at the time
the petition in bankruptey is filed. - The: -amendment,
moreover, deflnes 1ntellectua1 property 1n very broad terms.

' RULES OF PATENT PRACTICE CHANGES'r

Rules of Patent Practice, . adopted by the United
. Stateés.: Patent and Trademark Office ‘since last:October, apply
to:ia : wideé ‘range :of::'subjects. For example,;  the Office:has
- amended:iits . rules . to:irestablish s an "inactive".:status for
registeréd Ipatent attorneys .and: agents, .employed by - ‘the
United . States - Government; :::whoi: do . = not: undertake. ths
preparation and  prosecution of .- patent ‘. applicationsi®
-Further with regard to Federal employees, 37 CFR 100, the

section that. 'related ‘to . -the: power of ‘the Commissioner of -

" Paténts:: and:. Trademarks: to administer " the Executive Orders
which: deteérmined::the rights:of Government employees: in their
inventions,: was.’  :deleted.-and: 37.. CFR 501 was amended. . This
changeﬁnin;wtheﬁ Rules:swasaumadeuptouireflect the ‘transfer. in
responsibility “for.--:these Executive -Orders ‘from -~the
Commissioner:: “to. the,_ ‘Department of Commerce. Under::Secretary
for Economlc Affalrs. frat ey ERETNEIE T S B R RN

SEar Other changes in‘ the ‘Rules:iof’ Practice include
amendments ~to :the’irules: :that- control: requests: under the
Freedom.: ;of.~Infermation Act  for:Patent: and Trademark nglce
records that ordlnarlly are. not dlsclosed to the publlc

L New parts 15 and 15a of 37 CFR also ‘were: amended to'

‘ establlsn procedures that are to 'be followed when judicial

process’::is: .served . on.-the Patent and: Trademark: Office, the

COmm1551oner and Office employees in order to seek testlmony
about official matiers and the productlon_of documents in

- legal : proceedlngs., ~With: - respect tto: - disciplinary
'proceedlngs, + 37 CFR 10 155 ~through' 10. 157 ‘were amended" ‘to
'establlsh the date -on which. dec1sion from the” Comm1551oner is
"flggl ragency . .actionM:wifor the' purpose” of" judicial
rev1ew e Naturally, ~the Patent: and Trademark 'Office fee
schedule : alSOﬂhWaswrrevis$g&as-a“cdnsequenoeﬁof the'statutory

amendment ;mentioned: above.
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More recently, (August 1, 1989).the-Rules:of Patent.

PractiCe} as they relate to practlce before ‘the Board of

Appeals : and ' Interferences, :were :amended. .. Briefly, an
appllcant ‘now. ~can .appeal 'a_aBoard,decision«directly to the-
Court . .of: -Appeals: for.: the  Federal Circuit..without. first,
: requestlng the Board’s reconsideration, even when the Boarg
- has advanced a new ground for rejection. Other changes in
 practicey_hefore,~the Board - introduced - through.- the amended
rules&wrelate to ' requests for reconsideration: and extensions
of ~-time .. in proceedlngs after a Board decision.™” - Finally, .
the. - patent term -exten51on rules. were . rev;sed to accommodate.
the . recent amendment to the Patent .. Act that granted term
extension rights to ‘some: ~-types:-of- veterlnary med1c1nes5 as
mentloned above w1th respect to recent statutory changes.. P

NEW COPYRIGHT LEGISLATION.- L

S “Fﬁnﬁt.ﬂGD October 1988,? the United:States Copyright
Act was amended to 9 orm the terms of that Act to:Berne
Convention requlrements. The Copyright Act changes are
believed to:be the minimum departure:from established United
States. . icopyright -law. needed: to- permlt the Unlted States to
enjoy: Berne Convention membershlp.-g, : SR i

O0f particular interest to our Japanese-colleagues,
apart:. from_ the -fact .that: the..United States now also is a
party. «to.the Berne -Convention,.are the curiocus differences . in
the  -amended’  Copyright.:- ‘Act: as: it applies to domestic United
- 8tates  copyright owners:and:those copyright:owners foreign to
the: United States.who :assert.the :Berne Convention.::Thus, »in
order: ito: bring:-a zcopyright:infringement:suit-in the United
States. ~for: a. foreign.:work; :its.is--not necessary to first
register-.that. copyright:  with the:Copyright Registrar in the
Library  -of ..:.Congress.: .-But:“with ‘respect to domestic United
States; works; . ‘however, quite;theﬁopposite-is true.  'Thus, to
file .a: 'suit ~alleging:: the: 1nfr1ngement; of ia-United: 'States
copyrlght for -+a. "domestic -work, . it i:is -“hecessary first to
register that copyrlght. RPN s LR e

It is, moreover, no longer necessary to place the
usual (E)notlce on copyrighted 9ater1als in order to establish
ownership. .of+ the .copyright. :Thus, those materials that
ordinarily . .would -have..been 1n_the_public domain within 'the
. United States because of the absencemofwtheuusualc:)notice;

if first published since the effective date of these most
recent - amendments, (March 1, 1989), now are subject to
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NEW TRADEMARK LEGISLATION'

E On November 16, 1988 he most recent amendment to
. the: rademark *Act’ “ becamer i law.= “The provisions' of thls:
amendment however,- do notf,enter force until: Novenmber 16

1989 . B - AL P :‘ ERRE [ SEE , P

RN Among these"amendments, One of ‘the most important:
is,- perhaps, "the right " that will begin within the next few
“months to apply ' to register a: United States Egademark_based
only “on' a bona *fide" intent +to’ use the mark.'” Please note
that at: this’ wrltlng “fAugust,: 1989), ‘there is no reliable
guidancet-onﬁthe'1egaleinterpretatlon ‘of the phrase "bona fide
intent “-to use" a- mark,: This right, moreover,: is available ta
domestic and foreign -applicants, equally. The older
requirement for a Common Law use. .of &  trademark . ds? &
condition precedent to 1lodging a United States trademark_
reglstratlon application :will?-contlnue ‘ag . an .alternatlve

; Other notable changes 1nc1ude ‘a reductlon ‘in- the
. term for ‘those registrations granted after November 16; 1989
from twenty years to ten. years.': - Renewals 'also will be
granted for ten years.

o l ThlS amendment also has broadened the scope of” the
Trademark *Act’s .-Section’ 43(a) “Through: +thig amendment,’

action can be malntalned under Sectlon 43 (a): (after November
16, 1989) agalnst anyone rasing~iinscommerce -false:

nisleading  'mark:-or’ a-misleadirig: representatlon of%fact that
is+:1likely :to:cause confusion about-the commercial activities
of- ‘another;:or-in commercial "advertising, “to.misreprésent.the
goods, -servigces ;or: .commercial:activities-of another.: . This;
in: effect, :vappears .to.-be a-Federal unfair competition:law.
It remains. to 'be: :seen if-this new Federal:legislation will
. supplant: ‘existing Commen:Law. unfair. competition rights- within
each: of . the.:fifty" ‘states . “through: the doctrlne of Federal
preemption.

PREDICTIONS.

The noted Brltlsh hlstorlan, Arnold J Toynbee, “in
analyz1ng‘ ‘‘the.: t‘relatlonshlp between “flegal systems and
mankind’ _development\noted =
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:.One. of.the most remarkable episodes in the
‘hlstory of: the dissemination of: the Code
.Napoleon was: the .role-that. it was. called R
i “upon. to; play:-in Japan during the Meiji. Era.ﬁ“
ollIn embarklng on. a general programme of :
Westernization the authors of the Meljl CE e
Revolution showed their w1sdom in the field
: ,of law by hastenlng slowly v

4***,;

Nevertheless, in the Japanese .civil code
that was eventually brought intc force in
55 1899, .it .was'a German, not-a.Japanese in- .
zofluence that - replaced the French; and ‘this. ...
-eventual .adoption,. in Japan, of a German ..
- dnstead . of .a ;French model might be .xread -as.
. ~the opening - of a new-chapter .in the Bastory
~Qf: the dlssemlnatlon of Western, Law.a;

ERNE ﬂu-4W1th respect tol~~T.1nte11ectua1 property law,
moreover;: ‘the-: Contlnental «Civil Code is contlnulng o grow,
. casting. 1ts lnfluence -over ) United: Stats. jurisprudence and
_ leglslatlon to - p01nt at  -which the United States:-appears
.p01sed “to- dlscard 1ts Common Law . 1ntellectua1 property system
in-favor of Civil:.Code:legal pr1nc1ples.:, R

Illustratively, by entering the Berne Conﬁehtioh,
even- on: an: alleged:-"minimalist": basis, -the United States at
-one fell swoop has embraced an entire body of Continental

Civil Code law. In retrospect, the indications that a:

complete-conveérsion:sof-United.States: copyrlght law to a Civil
Code system- was underway were quite clear:throughthe: :past
few . years. ~Thus; :the: statutory:termination«of the Common’ Law
copyrlght (whlch by -its- very: terms ‘is. sufficient notice:of
the change), and the adoptlon of crimigal penalties: for
" copyright infringement a - few years ago, should have sent
clear. signals:-teo the: 1nte11ectual ‘property communlty that the
Common . Law, at :least ;with:respect to: copyrlght was on: 1ts
way to. "the dust bln of . hlstory.“.cjio 7 :

b 1 hlt sis not unreallstlc to predlct that
_ eventually cartist’s.-"moral rights"-will beé drawn into United
States- intellectual property law. These "moral rights,":that
is, the right of an artist to prctect the 1ntegr1ty and

prevent~«mutiletiqn of his work in.spite:of ownershlp by some
- h 4
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principle ‘of' ‘the® free ‘alienability of personal  property. In
a contest between these  two: contradlctory legal. principles,
who would dare “to believe that some archaic:Common Law rule
about the 1unencumbered ~right “to transfer: personal property
‘could 90551b1y preva11 over cur 'rush to adopt C1v11 Code
copyright 1aw75f”' BRI RONEFE I : ,

Thus, for a firstﬂgﬁess:about;the future; it seems
that +the present legislative proposals tg add artist’s moral
. rights. to United States copyright law are quite in step

with the +times, and artlst’ moral rights will eventually
enter Unlted States practlce. R T SRR

A parallel development 1niUnited‘States trademark
legislation; ‘~the Trademark: Counterfeitinghgct'ofJ1984, which
impos%§ criminal? - penalties ' ‘for . traffic in~ counterfeit
goods also- - sent us a distinct notice that ‘the Common Law
is passing -out ‘of ‘ourpractice, ‘to'be supplanted by Civil
Code principles. "Just ‘five years ‘later; 'in November of 1989,

"a Dbasic C1v11 Code concept in trademark law, application to
' reglster a7 mark - w1thout a Common law use in commérce, will
take: its: place ‘in® Unitéd States trademark practice.: Ttiis
suggested '“that the requirement in this ‘most recent amendment,
that:the- appllcatlon to. reglster a mark:must be based‘ion:the
agayetviundefined “bopa - fide !intent"toiuse" is nothing:more
than a terminal struggle,:offuthe1cdmmenﬂLawfto stay in“the
trademark system. '

Sy wen leads to. the"secéndf;epeeulatieﬁ” about  the

. & Eventually,_ ‘the 1ega1 1nterpretat10n of "bona - fld
1ntent “toiuse a mark will.erode to:sa point at: which-the mere
- filing:. of ‘a’ trademark registration: appllcatlon will be,of
itself; i either: grlma fac1e ev1dence or a presumptlon of ‘bona
f1de 1ntent. L : . I

: COn51der ‘now: Unlted States patent 1aw,iand what the
future mlght +hold" for that field of practice. There isj of
course, the World Intellectual: :Property Organization draft
patent harmonization treaty activity. This draft treaty, if
adopted,::should.: establish -uniform principles of substantive
patent -law =for those natlons thatfaccedeﬂtb or ratify the
treaty.r“ B s : B I T A R

. unquestlonably, major

dlfferencesm“ B

ngmcn LA and the~Civil Ccode~with” respec

Relatlve novelty, for:éxample, appears to "

patent: rlghts.

s
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be a basic Common Law principle- that can be traced back at
least as far as 1615 to its expression Ege judicial
decision captioned The Ciothworkers of Ipsw1ch. Absolute
novelty, in contrast, appears 58 be the standard for novelty
among ‘the ¢€ivil Code_ states. : Several ~other major points
of difference can be 1dent1f1ed ‘that separate the two
syStems. .. For:: example, ‘eéxecution: of the patent: application by
the- appllcant : favored among ‘Common. Law countries.. S Ciwvil
Code - ‘states,::in: contrast -usually’ do.not .require signature by
the " applicant. : Employed inventor - -laws, which compel..a patent
assignee to provide = special compensatlon -to an
employee-inventor for the patent right, also characterize
Civil nge states  -and :are- not ‘popular among - Common Law
nations.

, Points of difference between the two patent systenms
could be the subject:of exhaustive study,; but the -issue that
major substantlve distinctions exist is adequately
established. ~this circumstance, and:if the self-evident
groundswell in the United States towards Civil Code copyright
and trademark systems is a reliable indication of the overall
intellectual property law trend in the United States, then it
is . reasonably- safe to.guess that many:substantive principles
of United States patent 1law that conflict with Civil Code
‘concepts .are:;soon:ito. change. : For example, relative novelty,
interference practice, secrecy of pending applications, the
applicant’s :signature. : on the application and similar:United
- States patent practice characterlstlcs soon may disappear
from the Unlted States system. N DU DU SR S i

And now, for a somewhat extreme guess about the
future::. " . Criminal . penalties : for-.-infringement: . 'are .an
unmlstakable‘“feéfﬁre of C1v1% Code intellectual property law,
" and especially . patent -law. +The -United:States adopted;
ggggt__g;uee—year_ﬁEEgoLP_the Clw;l’“c_de concept of c¢riminal

action :for ‘"trademarX - and - copyright cinfringement, as:noted.

;§§§V§T”—“—“_C6ﬁsfdered from that"'?féﬁﬁEIﬁtT_“Tf‘ is not
unreasconable: to. - expect-that patent: infringement may 'become 'a
crime in the Unlted, States, too, wlthln the foreseable

. . :The author extends hls apology ,—'ln advance - to
. the reader of this paper for the inaccuracies that time will
surely expose in the foregoing speculatlons about the future
for intellectual property practice in the United States.:
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One of the most remarkable eptsodes in the h:story of the dissemina-"
. tion of the Code Napoléon was the role that it was called ypon to playin ~
- Japan’ durmg the Meiji Era. In® embarking'on a general ‘programme of % "
- “Westernization the authors of the Meiji Revolution showed their wisdommi
in the field of law by hastening slowly: Theirfirst step;takenin a.p. 1870,
was to have the French Codes translated into Japanese. Law schools for
French, English, and German Law were successively established in.:: <>
A.D. 1872, 1874, and 1887. In a.p. 1875 a commission was appointed to
:#compile a civil code, and, after its draft, which followed the Napoleonic. . - -
. #Civil Code: very. closelv had been subm.ltted to the Japanese Govern- . ... -
ment In A.D. 1878 and had been rejected a member of the commission, .. .- -
the French jurist Boissonade, was asked in 1880 to prepare a new dra.ft.
s His draft was published on the 27th March, 1890, and a c

draft by Japanese jurists, coveri g}the province of ‘personal, S
“the 16th October of the same year, and the whole codeé wis to come mto-f.‘

force on the 1st January, 1893. ‘

. This apparent acceptance, in Japan, of a Napoleonic Code Boissonade =
was'the Jhigh-water mark jn-the flow- of the Code- Napokou s influence ¢
over the face'of the globe; and a nirn in'the tide was not slow to follow. "~
Before the arrival of the date fixed for bringing the Code Béissonade into
operation, the newly created Japanese Imperial Diet voted, on the 16th
May, 1892, for postponing the date till the 315t December, 1896. There-
upon, a third draft was commissioned, and this draft, which was pub-
lished in instalments in 1896 and 188 and was brought into force in
July 18qg, was inspired, not by the Code Napoléon, but by the second
draft of a German Civil Code, which had been published in 1895.2

The controversy in Japan which resulted in this victory of German

- g s

T : lﬂ !he Gcrml.n Emplfﬁ ‘hl. dl'lft “l.l 3Ub3equently .dopted ‘on"the - Iﬁ‘h AU‘U“..‘. e o \ T
1396, and was brought into force on the st January, 1900,
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278 +UNIVERSAL STATES AS-MEANS.

over French law had not arisen over the respecme merits of tv-o variant
Western schools of jurisprudence, but had been -

‘a deep-seated conflict between two fundamental ideas of law. The immedi-.
ate enforcement party contended for the juristic idea embodied in the
. theory of the school of Natural Law, namely. that. Law .was based” upon
Human Nature, that it is of 2 universal character, and that, inasmuch as *
the codification of a civilised country like France was a refined expression
of Human Nature or of the universal character of Law, it could be adopted
by :Japan. The postponement party stood for the juristic_idea- of the .
historical school, that Law, like Language, was.an: expression. of national ; . .
-, character.and a product of History, and that the 1ntroducnon of a forelgn _.‘ )
“'code into Japanese Society was absurd and" preposterous M : fn

On:the 16th: May; 1892, the: majontv in the ]apanese Diet showed
their impartial hostility towards :exotic law of all varieties by voting for .
the postponement of the coming into force, not only of a French-
inspired civil code, but of 2 German-inspired commercial code, which
they had already condemned to a first period of " postponement ‘in a-
previous vote on the 16th December, 18go. Nevertheless, in the }apanese ,
__ «ivil code that was eventually brought into force in 1898 as well as in -
_ the commercial code ‘brought into force in 1899, it was a German, not 2 -
- ]apan&e ‘influence that replaced the French; and this eventual adoption, -
" in Japan; of a Gérmin instead of a'French: model might be read as ther
opening of a new chapter in the history of the dissemination of .:W&ztgm
wi: Law:For the German:Civil Code was likewise taken as the basis for the -
. .:Swiss Civil Code adopted-on the ;oth December, -1907; and. brought
_into force on the 1st January, 1912 ; and the Turk:sh Civil Code; adopted
. .-on the 17th February, 1926, was, in its turn, vnrtua]ly a trans]auon of .
" the Swiss. .
' The German Civil Code was, mdeed a more: sc:enuﬁcally executcd
‘ '"'rlece of work than its famous French forerun.ner yvet, ‘even if the out-’
“look for German cultural inflience’ abroad had not’ been blighted by the
i *sinister ‘military and: political events of A.p.’ 19T4-43, the ghosts of
Napoleon’s draftsmen ‘might, not unjustly, have booked -the.Germdn
- Civil» Code’s successes:to the credit of their French. account.- The
workmanlike instrument that.saw the hght in Germany in, A.D: 1895
. could. never-have emerged out of the *hybrid miscellany’ of German ..
. -Customary law. if the Code Napoléon had not pegged out a drove-road”
“for ruminant German jurists to follow; and it would have béen sur-
“prising, after all; if this German cud’ had ot been’ well d1gested v.hen it
“had been chewed for more t.han mnety yea.rs - ' -

L Tlh\'lmg: K:nzo thrpl:on and Iuﬂma of Ocndmral Lqml Mm.: in Japnn B
it i i { ROy 1919, The. ]np-neu Councd.wlnmmxe of Pnc:.ﬁc»Rclmom). p SEN
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Abstract . o : e i)
' It is often the case that the applxcan",df a patent
appllcatlon finds it . necessary to make. various: kinds of
corrections. :and additions to the. applzcatlon documents
(claims, specification, drawings,‘ etc )« - The Japanese
Patent Law_vrefersv to: any such. correction -and addition
collectively - as "amendment" -and permits’ the ‘applicant to
make any amendment, subject to certain restrlctlons, for the
purpose of encouraglng any person to make an invention and
protecting it. It is, however, evident that ‘the admission
of an amendment 1nclud1ng ;any. matter . not, dlsclosed in the
specification or drawings as. orxglnally flled is contrary to
-~ the first-applicant principle of the. Law. .and:. creates a
situation :lacking: legal . stablllty,‘ since: the;aamendment_ is
deemed. to haveﬂbeen:madeawhen”the.applicationﬁﬂasioriginally
£iled, Therefore, the Law - rejects "any ‘amendment covering
matter not-disclosed in- ‘the original appllcatlon as changing
its gist. f' However, judgment . as to’ whetherﬁ 4" particular
amendment amounts to a change of the ‘gist of "a. particular
application, or not, is often a. very’ delicate issue which
does not allow for any easy ‘conclusion. o
. We “have, therefore, studied the ways of thinking and
.the criteria for Jjudgment which the Japanese Patent Office
and Court are considered to have adopted when concluding a
particular amendment as leading to a change of the gist. We
have also studied the judgments of the Patent Office and
Court ‘which were rendered in two specific cases of Trial and

CUEBUTE T Decisions T in each TeF U EHe  chémical ) “medhanical Eng

© electrical fields of patent appllcatlons.

: In some of the cases which we have reviewed, the Patent

Qffice and the Court agreed with each other wzth respect to
the obviousness of the. amendment under consideration, which
is the largest point at issue when a particular amendment is
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concluded as leading to a change of the gist, while they: -did
not in the other cases. "This is an issue for which a’
proper conclusion calls for an essential understanding of
~the invention under consideration and a ‘high. level .of
judgment. : : . . . ‘
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I. ' Introduction: - . . : o

‘ . The best way- to. flle a patent appllcatlon is to start
with a complete specification (and drawings, if any)} which-.
will not require any -alteration at a later .date.:. .

-However , under the patent system based on the. flrst-‘ .
applicant principle, whlch:entltles.only-the‘appllcant.ofJ;f
.the earliest application to a patent if there are .a,
plurality of applications claiming the same invention, there
is.every -Iikelihood that”anybody,who.wants-to,fl%g_hls«
épplication,as soon as..possible may fail to prepare a-
-complete specification,. claims or drawings, -or conduct-a - -
complete~search-fdrﬂthé}relevant_pqiorqa;t.‘ Moreover, it . -
is often the case that even if a specification may be . -
'considered-as being ‘complete when an application-is:filed,
it will become imperative to reduce. the scope of a.claim or
claims,o:'altenaa'pa:tmon.pa:t5¢ofitheﬁspecification-or
drawings in-order to.correct .-any inadequacy or -distinguish
the invention sought to be -patented from any cited prior art
during the course of examination. or trial proceedings. - :

A change of the gist.of the;specificationeisﬁan_issue;
arising from an.amendmentfmadegin“thepspgcificationfoc'*~"z
drawings. . : ..

‘The applicant of a patent appllcatlon .can -amend his
specification and drawlngs, as long as his application is:
'-pendingwbefore~the;Patentr0ffice-mSectionwlfof Article 17 .of
‘the Patent Law), provided, however, that .after the
transmittal. of the ruling that -the application .is“to be
published has bgen-made_téqthe éppligant,:he:cannot make any
amendment exceptgone which is intended: for: reducing the
scope oﬁ_the-c;aim5¢ correqting a_cle:ical'e;ror;o:

“clarifying ‘an.unclear statement ‘in response ‘to an-0ffice

Action giving a notice of the reason.for .rejection, or an
opposition (Section 1l of Article 64 of the Patent Law).
--An_.amendment made before the transmittal of the ruling
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that the application is to be published is dismissed if it
is ‘Considered as changing the gist of the specification
(séction ‘1 7of Article ‘53 ‘of ‘the Patent Law). =~ An amendment -
made after the transmittal of such ruling is dismissed if it
is considered as substantively expanding or altering the
claims because of the provisions of Section 2 of Article 64 -
of the Patent Law (Section 1 of Article 54 of 'the Patent
Law). U TR oy
The applicant can’‘demand a trial if he is dissatisfied
with the dismissal of his ‘amendment made before -the
tranémittal of any such ruling "(Section 1 of Article 122¢of =
the Patent‘Law), but “if his amendment ‘made thereafter is = =
dismissed, he' cannot demand any ‘such trial (Seétien 3 of @
Article ‘54 of the Patent Law). -~ .In the latter case, there .
is'no.alternative but to demand a ‘trial from final rejection
when the application ‘itself -has eventually beeén rejected. -
In either ‘event, if ‘an amendment “is lawful ‘and :
 satisfies thé1festriction3*asjhEIeinabovéfstated,-ﬁtiis' :
deemed to:-have been made when the application was filed, ‘and
the specification ‘as amended is deemed to -have been
originally “filed ‘with -the “application (interprétation of
Articles 53 and 54 of the Patent Law). o
'The following is a 'summary of the limited opportunities
given by 'the :law ‘to the applicant for filing an ameéndment ' -
(Articles 17, 17 bis, 17 ter -and 64 -of the Patert Law): -
(1) Within one year and three months from the date of
- filing ‘of ‘the application, or if ‘the application
. claims :priority from a previously filed foreign '
-application’ or''applications, within one year -and’*

. sthree.months. .from the date of filing of the
t. foreign application 6ritheﬂéanlfest-6né of ‘the *% ¢
« = .foreign ‘applications; & S R ‘
(ii) Simultaneously’ with a request for eéxamination; =~
co(Fid) » Within :three moriths from the date ‘of ‘receipt by
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the applicant of ‘a notice of a request for. ... .
iraxamination made by:a ‘third party;
(iv}y “Within a.period of time as specified-for a:.: ...
i:iv . response to-an Office’Action.giving a.notice of: ‘.
“-the- reason‘for‘rejection {normally three:monthsy.
:plus another  three months if the: appllcant ista;
. ‘resident in a-foreign country); s Lt
P (vY Within 30 days from ‘the date-of a.trial demanded :
waw o fromthe finalrejection .of ‘the application~ (plus
" 60days:if‘the applicant<is-a“ re51dent in-a 57
;. foreigni:country) sy and: :
“qvi) Within“avperiod of time‘as:<specified for a -
response to an opposition® (normally: three months,:
“plus another<thrée months if the- appllcant is a
"re51dent ina’ forelgn country) CE namian

2.0 Wl‘iatl is.a change of the giié 2800 moivosdt no hanahisans

ir‘What is“achange “of the gist?’ ‘Discussion’will now be:
made of the 3udgments rendered in ‘connection with this' issue
by the: Patent '0ffice and“the codrt:i - : ' SRR
(1) 'iStandards of-examination: by-the~Patent Officei ' =w &

"Althbugh"the'PateﬁtLLawfdoesﬁﬁét“ééhtain*any ﬂefihitieh
of’ the term’ glst”'of ‘a specxflcatlon, iEis ‘apparent’ that a
claim or claims set forth technical'matter which'is =~ + '/
essential” for realizing’a technical c¢concept|,” since’the -
_"inventiOnfis'afcreatien”OEﬁé*techniéél-cchCept" (Section 1
of Article 2"6f thé Patént Law), and since ‘the' "elaim or’
‘claims shall set forth only the=matter~wh1ch'ls ‘essential’ “®

for the. constructlon of -an’ 1nvent10n“ (Sectlon 4 of Article
36 of the Patent Law). -

ig® usual practlce to’ understand that the
“technical matter sét forth® 1n ‘the &laims™ 315 the” glst of
the specification, and take the’disclosute of the’ 2

Therefore, 1t

specification and the drawings into account for the
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interp:etation“of the technical matter.--. .

The Patent LaW'aISO"providés that "an amendment
enlarging, restricting-or:changing the-patent:.claim or .
ClaiMS?WithinWthEJSCOPE.Of the features disclosed in the

specification or drawings originally attached to the

request, made prior to. the .transmittal :of ‘the ruling that
the application is to be ‘published; ‘shall be- deemed not to-
éhangeathe gist;of'the-sPecifica;iqniﬁg(Ar;iclg:gl providing
- for exceptions. to:cases considered as.constituting a change
of the gist). .- The.provisions:of this Article:can be
interpreted as meaning that anrincrease, .decrease’or
alteration- of the:claimspbasicaliy amounts-to.a. change. of
the gist of the.specification. o« TR

In view of these three provisions .of.the Patent Law,
- the Patent Offlce says  in. its.Standards.for Examination that
"an amendment made in the specification or drawings is
donsidéred as changing the.gist of the specification:if it =
results in:the departure of :the subject:matteruof;the;claims
£Lrom the:scope . of digclosure of the.specification:.or

drawingsfas originally filed".- ,The;sqopefef;disciosuzegisﬂ

interpreted. as:.including-.any matter that would have been
obvious to anybody with:ordinary skill in the art from the
- disclosure of~the;originalwspeciﬁiggtionfas;qf-the;timegpf%”
fllxng of . the application. -~ ..., ;.. : e : o
| In.short,. the. “departure from the scope of- dxsclosure“‘
is a "change of the gist". . More-particularly, an amendment
is concluded as constituting a change-of the gist if it = »
satisfies both next conditions:- S%
(L) - Not dxsclosed in; the - sPeC1f1catlon Or: draw1ngs as’
~@riginally.-filed,..and.. e

{2): Not.obvious .to. anybedy with .ordinary Sklll in the

L. tnonartoas: of. the. time of filing of. the. application::~
(2) standards of judgment by.the Court:,

122




P. 8

5What'doés}'then,rtheiéourt:consider-about,a‘change_of.,
the gist? ' The" following.is a-citation from: the decision.of
the court passed on the "Case of an Automobile Wiper"- (Tokyo
High Court's "Collection:of Court Decisions Revoking the. ..
Trial Decisions™: dated August 25, 1966): i

‘ﬁThe‘QUéStion“asvto:whether an: amendment’ results: in a-..
‘change-of the -gist or:not should be settled by: considering
‘whether it results-in:aniinvention which differs essentially
or substantively from the disclosure of the drawings and . -
specification-as originally filed,or-not. It:is understood:
‘that consideration should be given to whether: the amendment
can be considered:as introducing only an obvious matter
which is regarded:by anybody:with-ordinary skill in-the:art:
as a'matter of common scigntificfor=technica1.knowledge*in&

the-light of: the -object and: results of the invention, or. :: .
‘what bearing it-has on the subject matter of the claims:in':
the light of the-object and resultsofithe invention."

| “The Court apparently:-considers that the scope of
disclosure of: the. specification*and'drawings as*otiginallY-J
filed. 1ncludes not only the matter which- is= exp11C1t1y
disclosedy but also any obvious matter, "i.é.- any matter:
that can be considered as being dlsclosedgifran?objeCtive-5?
'judgemeht is made-by anybody with+ ordinary 'skill'in the art

of the explicitidisclosure in viéew- of the. object and résults
_of the inventionand the state of art which existed as of '
the time of filing of the application. "In this"éonnectiOh;'
the court: appears to consider’ substantlally in the same way
as. the Patent Office:does. S ERERER

'In another-decisiony,:the Court concludes that an
amendment 1ntroduc1ng an obvious matter: is perm1551b1e 1f 1t

falls ‘within' the: scope ‘of common ‘technical knowledge, as is

-apparent -from the following" statement-‘ﬁf-‘ SR L EORTE SR
‘"The specification is only‘required to set forth the '

object,. construction and results of the invention to such an
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extént as enables‘anybody-with-ordinary skill in the.art to
carry it out easily; and is-not necessarily: required to
deéscribe even any matter that:would have been-obvious:to .. -
anybody with?ordinary'skillfin,the:art‘as~ofrthertimeFofg;u
filing of the application. - Therefore, the. specification. can
be’ read-as ‘iE: it stated:any suchimatter¢$e§en=if-itumay not
- -be set  forth- explicitly- (Tokyo. High:Court's. "Collection.of::
7'Court.Dec1sronsaRevoklngwtheJTrlal_DeC151onsﬂ;dated¢May-23¢j
1980)". | | | e TR
(3): ' Basic principle concerning: a change of ngt and.
~exceptional. cases: _ ' 3 : :
_ As: a basic principle, an increase, decrease or
‘alteration of the subject matter.of:the claims as:originally
filed:is. considered as:- constituting:a:change: of the: gist; as
hereinaboye-stated. - In other .words, the 'departure-of the::

claims-from the scope of disclosure:of-the:specification =
amounts. to. a change .of :the:gist; and an:amendment -adding any
matter that«ﬂis not disclosedéinuthe?speCification! zand
that: "would not have.been obvious: to anybody with of:. i
‘ordinary - skill.in.the.art as-of the time:of filing’ of the
‘application’, is concluded as-leading-to a:change of:the::’
gist,-as ‘hereinabove.stated. : _
~Attention is;: however, drawn:to. ‘certain . ;

exceptlonal cases. that have. hitherto:been-éstablished by
" trial and..court.decisions and the Patent: Office: practlce, as
will hereunder be set forth:-.: :

~{1)- An-increase, decrease .or .alteration:of:the claims:
is regarded as not constituting a change-of’the gist, if.it
is made within the scope of :disclosure of the:specification
__or drawings- as. orlglnally filed;

{2) .Bven.if the claims: per .se remalnaunchanged rany’ il

amendment in the spec1f1cat;on;or.draw1ngs that amounts- to:a
‘substantive alteration of. the. subject matter of:the:claims
constitutes,a change of the gist,:.as it causes the subject:
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. matter: of -the claims'to:dep&rt»from,the‘scope'oﬁddiscldspre;
" (3) Even an amendment adding.any. matter that is not
obvious to: anybody with ordinary skill 1n ‘the-art does not
constitute a change of the gist, if it. is. added for the nere
sake of reference or information, . and does not lead to any
substantive ‘alteration of the subjec;ﬁmag;e:-of”the claims;
and S iy BT R 2 T 2 T
..(4)_ An: amendment adding a new-feature -to the claims is
‘not considered as constituting a change of the;gist if the
function of the new :subject matter is nothing but that-of

the original subject matter plus the function of the new
feature, while it is considered. .as constituting a. change of
the gist if the new subject matter exhibits a different. .
;-functiOngfrem-that of the‘original Subjeet_nepte:n

' “It, however, appears that.these_arereise:cases
conforming to Ehe basic principle, rather than exceptional
ones’, sinee they are all in harmony with the: common
positions. of .the Patent Office and theerurt_which agree
that it-is. important -to considerfwhether_an“emendment
results inva7substantive~or_essential~change;pfgthe
invention as originally claimed;“eflnete,{m .

3. .Typical cases of .a.change of gist ;fAfieing-from an
' amendment made:-prior .to the: transmittal. of. the ruling
that the:appiication'is.towbe:published:_;.
The following is a summary of the cases which are
considered as constituting-a-change of the gist, and:those
which;are~not$ ' | :

An amendment ‘made ‘in-the claims is: considered as.

constltutlng a; change of the glst in: the follow1ng three

cases: .- ... i SRR :
{1 :The.additien-.of.'a new feature which-is-not
m;digglosedain;theforigina;repegificati@nﬂor

~drawings, and would not-have been obvious as of
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"I 'thé "time of filing of the application, though it

gy

3y

' may appear to reduce the scope;

“'THe"deletion of a part of the features defining
‘the invention ‘which results in the subject matter -
‘producing ‘a'different technical -effect; and. -

“The alteration of ‘a ‘part of the features .t -a' =
feature or features which are not disclosed in  the

spec1f1cat10n -or drawlngs, -and “would“not have been

‘obvious.
Oﬁfthenothe:;hand;*no~amendméntamade*in the claims is

consideréa'as?conéti£UtingEacchanqefof*the”gist in the"
follow1ng cases- (1 e.” the opp051te ‘cases of (1) to (3},

respectlvely)

- (4)

(5)

(6)

The addition of a:feature which is disclosed in’

“‘the- specification:or. draWLngu, or would have been
“rrobwvious; _ '
“The deletion of a- part of the features which does

not ‘bring about any change in thé results of-the':

‘“invention, but maintains-the’invention within the’
“ scope of disclosure of the orlglnal Sspecification:

" .and drawings; and

The alteration of a part of the features to a

" feature'or features which are disclosed in the
~'specification or ‘drawings, ortwould have ' been

obviocus.as of the time of filing of ‘the
application. S e

“Referring' now to an amendment not' introducing: any’

change to the wording of the claims, it is considered as |

amounting ‘to-a change of the gist in the following cases:
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the specification or drawings as amended is taken

into account :for the .interpretation of the claims;

oand

An amendment adding technical -matter which was not

¢ obvious ‘as.of the time of filing of the,,ﬁa,;,_'jf

“‘application, for making up the .incompleteness of .

an incomplete invention (which was incomplete,

“7i.e. lacking: :in any concrete :technical. support, as

of the time of £iling ofﬁthe;appliggtiqn)} as such

“.addition .leads .to a;changefinfsubstancenof-the
~..scope-of :the:claims, -even :if. no . change.is made in

the wording thereof.

No amendment: is, however, con51dered ‘as. constltutlng a

change of:the: gist in.either of_the;follow1ng,cases:;,?

B appllcatlon and found 1t unallowable for some. reason or:
- :other issues .an Offlce ‘Action. notlfylng ‘the appllcant ‘of

(9)

An amendment in the specification or.:-drawings

».:which.'does not-:introduce ;any change to the:wording

‘of . the.claims, and which does . not bring-.about any..
;changeuin‘substance-offtheJSUbject\matter.of thefg
vclaims; as the subject matter of -the-claims ...:..-

.+ ’remains:within -the scope of. disclosure.of the - - :

(10)

»specification:and drawings:.as.originally filed;:
cand” ;

An amendment correcting an:unclear. statement:or: a:
simply clerical:errorin the-specification or

- drawings. oo

Comparison of United States, European:and: -Japanese laws

and- practices concerning an lamendment:. ..

{b)

pueInutheKUnited~States;-thesExamineriwho;hasrexaminedwang

aReJectlonk(lf-the invention lacks novelty:or :

sunobviousness);

Objection:{if the:: appllcatlon has ‘any fault in .o
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" formality, such as an inadequacy -in-the way in
“'which the claims ‘are put); or s
(c) ‘Requirement (calling for a division or:any other
t 7 -gpecific action)i. ‘ : .
In response to. the Office Action, the applicant -is permitted
to ‘file “an amendment. - The amendment may be made by filing,
‘for examples i : : o I
ERE (aYﬁ*An amendment“inithefclaimS‘(correction,.addition

. .or ‘¢ancelation); =

—
Q. O
Sl S

“An amendment in the specification or drawings;
“Remarks arguing that .thé. Examiner's Action is
illegal; : :
wo(dy - A“Rule-131 ‘affidavit of prior invention; or -
(e)'-A*Rulee132faffidavit'traversing grounds. of
' “‘rejection. S -
It is usual to file (a) or. (b), :or :both. . The. amendment is
uSuallyTadmltted only for making: the.original disclosure
clearet'orrrecfifyihgfany:ﬁohConformity:between¢the original
'claims,Pspecificationfand-drawihgs{ “"No: amendmént shall
introduce ‘new:matter into the disclosure .of;the:invention."
This:provision in the Patent Act imposes:a:very strict
restriction upon any amendment involving an addition or
change: tothe  disclosure.. = = oo AR '
- In theJUnitEd~States,“therefore}'an-amendmenﬁ is
f acceptéd only for correcting the defects of:thezapplication
-and can be said to be restricted by far more strlngently
‘than in Europe and Japan. ' ;
Referring now*to~thempractic9iEor:examinationfof:a_
Europeanwpatent application}*there-aré certain limitations

of benefits between the applicant and any ‘third partyv.aS;ln
Japan,.since~the:épecification-as~amended~i5;ccnsideréd as
being‘effectivg retroactively to the .time of:filing-of'the
application.  :The: European Patent: Convention (EPC) :and the
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Ruleé;dfﬁPractice-thereof; however, do not contain any -
provisions concerning:the amendmentsathat are»so;detailedrqs
those which ‘the Japanese law and rules of .practice contain.
' " The "following are :all of the.relevant provisions found:
in the European Patent Convention and  the Rules of. Practice:
thereof: , R ‘ il
(1Y A sPdntaneous*amendment other :than one for _
correcting simple typographical errors -may be:rmade
+either after the:-receipt by the-applicant of -a..}:
»'search report and before his receipt-of-a first -
too.. Office ‘Action from the examinationpdepartment; or
'pinure5ponsemto:the‘Office=Action‘from;the
srexamination department:{as a.rule, only once) . '
‘{Section 1 of Article: 123 :0f EPC;-Rule 86);
(2):. No-amendment may :involve any departure from the.’
'Pdlsclosure ‘.of the original: appllcatlon (Sectlon 2
of Artlcle 123 of EPC); and. : T
:(3) . .No broadening:of the given scope ‘of protecticdn as:
© defined ‘by “the claims may be made during
- opposition proceedings +(Section 3 of ‘Article:l23=:
of EPC). : T
The Manual of Examination Procedures of the European Patent
Office "(EPQO) provides ‘only general guidelines: to.judgment:on
theuadmissibility*of‘an-amendmentnaﬂd“fafls to show o oon

sufficient examples of specific ‘cases:  Therefore, there:

will be nO”alternatiVeFbututo:judge*théuproﬁrietyuoffa***
.particular amendment: from the “accumulated results 6f oo
Judgments which:will: be given:.on. ia: case - ‘to cdsé basis in theé
examination of applications. : ;

Both of the U.S. Patent Act and the EPC, ineluding . theé.ﬁ

'wrules of practlce, ‘can be . understood as belng ba51cally
1dent1ca1:tOjthe;Japanese.Patent Law, .insofar as noi- _
amendment involving a change in substance of the. invention

leading to a different invention is permitted in the United
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States, Eurbpe’or Japan, though the specific term "change of
gisémfisfnotafound‘in the U.S5. or:European law or rules.
The ‘practice. for 'examination in the United States, however,

"inc¢ludes by - far ‘more “stringent restrictions:on any amendment

than 'in Europe .and Japan. - This.is - particularly the.case -
with the addition of matter to the specification or

" drawings,which 'is testricted even:more-strictly than :any

amendment: to: the claims.:.. The "departure from the
disclosure of the original application"-which.is not
admitted in‘ an. amendment of a’European :patent:application
can be consideredvasnbeingrequa1 to'the1ﬂdepartute from the
scope of disclosure of ‘the specification or drawings as
originally filed"-which is ndtladmittedvin Japan,-and can be
interpreted as '‘meaning ‘“the .addition of matter-that is not
disclcsed?in-the~d:iginal application, 'and:was not obvious
at the time of filing thereof".  This way of thinking has
been adopted in the judgméntS'given-by“the;trial'division'of

~ the EPO;~too.  It:.can; therefore, ‘be c¢concluded that ‘dny

amendment of  the nature which is :admitted in:Japan 1s

- basically admitted in Eurcpe, too.

While in Japan, the addition of an example or examples:
is not necessarily considered as constituting-a change of - 7
the gist,.almost no such: addition Is admissible inthe
United States as introducing new:matter. This differénce
is appabently;due?tO'theefact.that'the'UuS:.,patentfsyétemaﬂ
is based on the first-invention principle; while the
Japanese ‘system:is based on the ‘first-application principle,
and that the U.S,. law imposes strict requirements upon the '
contents of a specification (i.e.:the description . = :

requirement);‘and‘offers=thewpossibility-ofra-CIP-ﬁ
appllcatlon as a remedy for any:. failure to comply with such

- reqguirements, .
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§. ' Statistical figures (August,. 1986 to September, 1988):

Number of
cases decided
-Court upon Conclusion
T onu oons o zole.Revocation (or creversaly)
- .of decision of the . 3 cases L
' Patent 0ff1ce : IR EHRIEE
Tokyo - ... .. . . e
“High = 14 (5) 'Revocatlon “lor” reversal) g2y e
"Court - - oo .0f trial decision« Gele L B :
_cases .
- Dismissal of appeal: (in- Famm el
_..support.of the conclu51on 7 (3‘ o
'”of the Patent Offlce) cases S
Supreme . Co e o o
Court ' 1 c Dlsmlssal of flnal appeal 1 case“”*'“

”i(Each parenthe51zed number lS e;repetztlon of

[“the number of only the cases contested between the
| partles not 1nclud1ng the Comm1551oner of
Patents,)

. As is obvious from the above table, the Patent Office
decisions for the dismissal of amendments, and trial
decisions were reversed by the court in as many as a half of
the cases contested during the period under consideration
{(in 7 out of 14 cases). It was in as many as six cases out
of 12 that the court revoked the trial decisions affirming a
change of gist and the decisions for the dismissal of
amendment. Therefore, it may be said that one of every two
cases involving the Patent Office's conclusion affirﬁing a
change of gist has a good chance of being reversed by the
~court. '

On the ether hand, there were only three cases

ey Q‘IV ing-the-trial-decisions denying-a-change-of -gist-and -

.only one of them was revoked by the court, ~Although no
~definite conclusion may be derived from the outcome of only
‘three cases, it appears comparatively difficult to have this
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kind ‘of case reversed by the court.

6. Case study- L
As a result 'of our study for ‘the: c1a551flcatlon and

summarlzatlon of the basic pr1nc1p1es and guidelines upon
which the Japanese Patent Office and Court relied when
concludlng an amendment -as constltutlng a change of glst, we
_have found that the obv1ousness of:. ‘an’ amendment was the most
controversial point of issue. Therefore, each of our
Subcommlttees handllng chem1cal ‘mechanical and electrical
cases, respectlvely, have studled two cases 1nvolv1ng that
point of issue, i.e. a case in whrch the Court passed a
-dlfferent judgment from the Tr1a1 Dec1sron of the Patent
Office (1 e. reversed it), and a case in which the Court
passed the same Judgment as the Trlal Dec1sxon (1 e.
supported 1t) The follow1ng 1s a summary of our case
study- | L weitl . ; L

-
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(1) Court Decision revoking a Trial Decision {(Chemical

Case) |

1) Case: _

Administrative lawsuit No. 346/1980. for the revocation
of Trial Decision

"pProcess for Produczng Vinyl Chloride Resins"

2) Gist of the’ Inventlon ‘ ‘

An invention concernlng a suspen31on to be used for the
suepen31on polymerization of vinyl chlorlde in an aqueous
dispersion medium. - In thls invention, a polyvinyl alcohol
having certain proéertles 15 used as a suspenslon.?

3} -Contents. -of Amendment.;

After<the" publxcatlon, -an opposition was fllEd, and the
claim was amended with regard to the saponification degree
(from "70 to 80%" to "70.0 to 78.0%") and the Hoeppleﬁ
'v1sc051ty {from "5 to 30 cps"to "S. U to 27.0 cps") of the
polyV1nyl alcohol to be used as a suspenSLOn, and examples
supportlng the amendments were added. _

“The claim of 1nvent10n; before and after the amendment,

is as follows H>; ;e;
(before amendment) ' B _ - :

. . A process for producxng soft v1nyl chlorlde resxns,
whlch is characterlzed Jin that a polyv1ny1 alcohol having a
saponlflcatlon degree of 70°to 80% and a Hoeppler wiscosity
of 5 to 30 cps in an.aéueousﬁﬁ%zsolutionmat 20°C is used in
an amount of 0.0l - 1l0% by weight based on vinyl chloride as
a suspension upon suspension polymerization of vinyl |
chloride in an aqueous dispersion medium. :
(after Amendment)

ceson 70 0 to 78. 0% ceans .
ﬁmwifit. P e Cps,:::::memmwwwwwmw,

The relation ship between the saponlflcatlon degree (%)

-of polyvinyl alcohol and the merit of the invention [gelling
time  (min.)] is shown in Figure 1.
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4) Point argued: s S T T
Is ‘the :selection’ of, as a numerical restriction ..
"saponlflcatlon degree of 78.0%": R : _ .
(i) an addition of a new techn1cal thought whlch lS:
.- not -described in. the. spec1f1cat;og,bgfo:qj;hetamendment
i-and is.not rself~evident;’ oy o _
#(ii): .a mere reduction .of. claim- within: the descrlptlon

in the original specification. - .. = ...

‘'5).Content of ‘the Trial Decision: ... ... - ...

..The amendment substantially changes the claim.
(Outllne of the.decision) - . R o ,'

- In ‘the-examples. descrlbed in- the specxflcatlon
origlnally;flleq,andrpubl;shed¢aze,g;venhqnly;;wq,
saponification degrees::75.1%:and '78.5%, whereas.the
amendment intends:to ;gduceqthe_deﬁinitiqn of ~saponification
degree in the claim:toithe range of "70.0:tc 78.0%" and to
endorse the amended . claim by supplementing:examples
exemplifying the saponification degrees-of:73.3%.and 76.8%
andibymrendering the -example of -saponification:degree of
j78.5%;in£6;a comparative example.: It is therefore hot
possible :to construe: that: the amendment remains:within the

description of the 'specification.as published: ..’
6) Content of the Court.Decision:: - plo Doy
- The amendment ‘does .not substantially change:the claim.
(Outline of the. ruling) e e Lo e R
:.The jobjects of .the invention: after the:amendment are

strictly the same as.those before .the:amendment;, and no new
' tEChniqal‘ijECts“andVEfﬁ@QPS?are‘addedﬁbyﬁtheﬁémehdment; .
 The.numerical .restriction -on ‘the -saponification degree and
the"vichSitYFOflthe;PVAf“WhiCh-_rE“ChaEaCteristic of the
to be regarded as an. amendment whlch B

‘WﬁEEEEEE“iHGéHEion,
-makes .the effects .of -the invention:clearer by-further
restricting the ranges within the .numerical restrictions.

" Accordingly, -the .amendment can:be .considered. :to be a
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reduction in claim and does not substantially change ‘the . :

technical ‘thought. Thelexamplesiaddédrbyithe~amendment

‘merely served to make the effects 'of ‘the invention .clearer.
7) Comments Ler : c

LT Oy Compar1ﬁg”thé-amén&éd invention and the ‘prior: art,

one can say that the basic ‘technical ‘thought of
o Uthe present ‘invention ‘resets upon setting up ‘of
‘the two nume:ical*f&ﬁges*#ith respect ‘to. !
"saponification ‘dégree"™ “and "Hoepller viscosity."
-Aﬁ*the'same’time;'the#meaning-of.“saponification

degree of 78.0%% seems to'be'panticularly stressed
*siﬂéeiéﬂ*améndment5wasfﬁadeuto-rénder‘avpdlyvinyl
alcoholihaving a‘saponification ‘degree of :78.5%
'Jfﬁhiéhfis slightly ‘'out ‘of ' the“range defined in- the

“aménded claim) and a Hoepller viscosity of '25.-cps+
”(whlch is’withintheé range ‘defined -in-the amended:-
~ “claim) -into'a ‘comparativerexample, - i
“i(ii) *In ' the' specification-originally :filéd, there is¥ *
“. oonly ‘describeéd to the effectithat “saponification:
~ degree‘is 70 to 80%, preferably ‘75 to 79%;" and . -
TLiinothing is deséribed about ‘the upper’ llmlt, i.éiy
“saponification degree of "78.0%" =i ' L
'The.or1g1nal example relating to ‘the:: :
zi"gsaponification-degree of 78:5%" ‘was- rendered into
a comparative example and, at-the'same time, an' .
‘roexample “of "saponification degree of ‘76.8%"was
‘addedy Itvis “theréfore presumed that the new: - 7

woupper ‘limi't ‘(ile., "saponification ‘degriee of

©:78.0%") ‘was ‘selected ‘just “ds -an “intermediate point

Ubetweenmthextwo saponlflcatlon degrees éilﬁ,the,TWL o

i presumption “is corréct, “the ‘upper Ilimit 'was
‘. arbitrarily ‘clianged 'inaccordance -with ‘an ‘exanple "
: -added "later. i :Such &n upper Iimit ‘could: hardly “‘be

. said to-be self-evident from the' ‘téchnical-
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. ~contents=described in the original:.specification.
- Tt: should..rather be.said to.be an-after-thought.

To~sum-up,»the:amendmentmadoptedua.numerical value
:the specification

elnit;allyﬁflledinorgself:evldentgfromuthe

description of the specification,; as an;upper

+-1imit- of ‘a numerically restricted .claim:of:an
~invention. of. which:basic technical thought rests

upon setting -up of .numerical ranges.  From such a
- view point;, it:.can be considered that.the decision
v of thewBOard%ofaAppeal;;whichrCOnclu&ed;the

amendment as a substantial change of the gist of

u;the invention,: is in:line,with the.Examination

Standard:and henceireasonable.. ' LR
On-the other~hand, the court: revoked the decision

....0f the Board-.of:Appeal-on the:ground: that the

objects and effects:of the invention:have not been
changed: by :the: amendment; end the:dumerical

;. restrictions~can-beiconsidered torhave restricted

the. claimswithin-its original scope’and have made
the: objects and:the effects. of the:-inwvertion

. ‘elearer.; - The amendment could not:be:said to have

substantially changed its:technical:thought.

-As- pointed out by the-.court:fuling,=the’ numerical

ranges-remaining after - ‘the-amendment are surely

~within:the:ranges before the amendment.’® However,
. the: court ruling seéms: to-bei'a kittle short of

consideration in this particular case of which

-+basic technical thought résts.uponisetting up of
rpumerical ranges per se, -andi thisu short

gc0n51derat10n lead to a: conclu51on Wthh 1s

- sgenerous to thé-applicant:c:

.. A:different ‘conclusion:mayihave beén obtained if
~furtherconsiderations had beenigiven dn (a)
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(V)
. appropriateness if one stands:on“the’ theory that

“grounds of the setting up of”the. numerical

?restrictions,ﬁ(b}?obviousnessioffthéisettingrup of

‘i the ‘numerical  restrictions;: i {c)critical meanings

of the figures; etc.; instead: of simply-concluding

~that the newly:setiup numerical" ranges is a mere

“reduction:in claim. =

‘However,“thev court-ruling-will-have: a“greater

‘there is’no need to take prior arts into account

supon-consideration of "amendment.and:change of

7 igist of invention" . or “recognition of gist of

inventioni".:-

;.. That is- to’say,-comparison.of an-invention with

prior arts . is-required:upon judgement of novelty

. or.inventive step and has‘nothing to do with '

‘recognition:of gist .of:invention ‘The amendment

+in this+case does not:change the objects and

ir-effects-of the invention:sand: is 'merely a

snrestriction within its:iclaim;~and hence it does
. not.change the gist of the:iinvention. .=
-+Change gf gist ofithe:invention: and:the"

.patentability of the amended: patent should be

‘4o judgedrseparately: ool Lol IR

Since this. is 'a ‘case:the court: tuled:that the
amendment.;after ithe publication-does not change

;j_the gist. of the invention, theiruling would

-;naturally apply to similar ‘amendments filed before

publication.

- The:decision :of ‘the Board of .Appeal was revoked by
'wthewcouﬁtérulingwon,themground”ihat;itme;:oneouslywwm@

recognized:the gist of“the invention. As a
result, the application. will be granted.a patent

c.with the amended:claim. ' “Although:thereare

arqguments~for and against: the: decision:of the
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. "'Board-of -Appeal -and the ruling of the. Court; many:

‘questions remain with regard to the fact that the

application, after all those developments;.is

. finally grarnted a patent with’the amended: claim.
"The application: should have been rejected’for:the:

lack of:inventive step:based on the:recognition of

'thé_gist of the inventionraccordingwtofthevqourt
- decision? ﬁIfinot«sé;‘thevinvention should: have

. heen rejected onthe ‘basis ofithe reasoningrof. the

{wii)

revoked Board of Appeal's. decision? It :should. be:
pointed out  that; in-'view of ‘the first-to-file. - -

“»system and the ‘disclosute requirements; it would: '

' be“too geherous:for the' applicant ‘to grant a @ °

. patent with-such:a’claim amended with' an after—'
- thought. In addition, there- will:be' a danger of

misuse.

“How will'such-a‘case be" Judged in* the United”
" St ataET e e i s i
‘:There-are following opinions. -

‘(a) " The- améndment of the:claim 'will be dismissaed

as a‘new'matter ‘since the-specification: orzglnally

- filed-does not contain any- ground for ‘the 7

amendment;

"»(b)*wItrwllI“be{required~to“file3a“CIP>app1i¢ation
‘“with the additional data and’the"amended claim;“or

(c) ' The amendment for the- &¢laim will be”accepted-

“if the additional ‘data are submitted in the form =

--of declaration, instead of adding the data to the

specification. -
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(2) "“Court-Decision revoking /a Trial :Decision’ (Mechanical
1o Case) .o : '
1) Casen. ol T S B A S RS A T I e
;Case ' No. 91 (1985):-Revoking the Trial-.Decision on
dismissal:of. amendmenf of.the: patentuapplication,gntitled
"Method’ of mounting .a tan-opening pull:chip"
~2)s-summary: of:the: Inventions .o af:-oa g i
v The: invention: in-issug. relates-to: a method of mounting
,aican-openxng-pullxch;p firmly: and easily on, the.cover of a
can. A.pull’ chip 2 has its.mounting hole: 3. fitted on a
holloW“p:ojectibnaéjof}a can-cover 1, and.a hollow member 5
is fitted in the-projection; 4. -Then, the hollow projection
4 and the; hollow member 5 are:clamped-and pressed by a top
part .1ll: and: a;bottom-part 9:so-that they:are flattened to
fxxfthegpullﬁcn;pz24t0~the;canm¢overu1,a
3) Contents of Amendment: REHE
Before: the: presentspatent:.application. was laid open,
Claim 2-(directed to a mode of embodiment) was:ecorrected, as
follows, and accordingly-there was: added a-description
(including additional.drawings) of.an.embodiment directed to
;hehcasg;in:whighfthe;;opped cylindrical.-member is tubular:
_ The sgopeﬁpfrtbegglaim is;specified,ingtheufolioWing:
(before Amendment)’

i i-le. A method.of mounting .a..can-openingypull:chip,
characterizeds: . in that.a pull chip.2 has its mounting hole

3: fitted on a hollow projection 4:.0f:a.can.cover 1l whereas a

hollow member 5 is:fitted.in. said projection 4; and in that
said hpllpw”pppjegtignﬁ4-qnd,sqidgholLowﬂmember 5-.are
flattened to fix the pull chip 2 ahd,the.can“cover 1
together, |

2. A can-opening pull chip mounting method as set
forth in Claim 1, characterized in that said hollow member 5

is_a topped cylindrical member made of a synthetic resin or
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a metal ‘and ‘having its'lOwerfedgetcdrled'dutward*or inward,
as indicated at 8. '
(after Amendment) ;

1. " ‘the same 'as the £irst claims before- ‘amendment

2,7 "“A ‘¢an-opening :pull chip mounting method as set
forth “in ‘Claim 1, charactérized in that~said:hollow member S

_iSVa‘tcpped chindricalfmember or a tubular ‘member made of a

synthetic resin'or”a metal- and havxng its edge curled
outward ‘or inward: T PR :
4) ‘Point argued:
(i) Whethet of not’ thé addition’ofthe embodiment, in
o which' thé Kollow mémbér~i§ltubu15f;1waSﬁan
incorporation-of a‘new technical concept (new
‘“matter) which'was not disclosed in'theé’original
‘specific¢ation before amendmént; and "¢
(ii) Whether or not that ' addition was obvious from the
S *orlglnal ‘disélosure of’ the speC1f1cat10n before
amendment o e “ e

5) Content of Trial Decision:
The amendment is not obvious from the- crlglnal

diséloesiure "of the sPeC1f1cat10n before” amendment but ‘changes
the gist of -the invention, '’ EERE RSN

(Points-.of reasoring)
| vfiyv%Itriswréaéonablevt6=in£efbretitha&fthé*description
e of "the hollow mémber 5 may ‘be hot’ only the toPped
”ﬁcyllndr1ca1 ‘mémber‘but-also a ' hollow' sphere or
‘fanotherwhollowlshape“fmeanswthat“the-hollow sphere
“is-also topped: It follows that all“the 'topped
“éYlinariéal?mémber'”7ihdllow;sﬁhere“*ﬁﬁﬁ ‘another
hollow shape' are an enumeratlon oE the topped
bw%ehapes' "

i found~no*ground*for”denYEng the”abbveHSPecified
 interpretation because no description’is found in

“the original description as to what operation and

111
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effect 'the hollow member has in the present
invention. " : :
(ii} sSince the operatlon and effect of the hollow
<. “member are not clarified, nor -are-clear -the
~operation and effect in case the hollow member is
.changedifrom;the,toppedicylind:ical member .to -the-
-+ tubular-member,: In case-the-can. cover is.made .of-
‘afepfiim{of-synthetic resin, as exemplified, the the
holleﬁuﬁeﬁber will presumably have its edge;damage

the synthetic resin film if it is. merely tubular,
. .when it isycaulked: together with the holloﬁ;x
eaprojectipna{~1f;so,‘the'damage could be .avoided by
curling the edge of. the hollow member outward or
-inward. This outward or.inward .curling.of the

edge is. ingenious.and could .not be:said obwvious.
.6) Content. of .Court Decision: . . . :

. The.. amendment is. obvious-.from. the dlsclosure of the
orlglnal spec1f1cat10n before amendment and is.not a change
of the glst.

(Points of feasoning) , .. SERTEEY NI o
.+-A{1).. . 8ince. the. detalled descrlptlon of the 1nvent10n of
the original specification has the description of:
"the hollow member may be not only the topped
.cylindrical .member .but  also. a-hollow. sphere or
.:=anothe:\hOllowfshape"JJit is:apparent not only
...that the "hollow.sphere” :is not usually included
1‘ﬁiﬁithe-coneepp,oﬁ@the.?topped?nbuthalsokthat
"another :hollow shape" includes a.tube.or tubular
member.havingwa;hpllqwrpo:;;on,hayipgfits two ends
~opened.. . |

B R o I ) a0

.;{iija It is. also apparent that a. tubular member haV1ng
'ua?F$~tW9~end$-929??@;a“d;1t§;€d965~cur%$d has its

. wpper and lower. ends crushed-and.deformed as in
.. the case of the topped cylindrical member, if it
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is vertically pressed.. Moreover, what is

disclosed as-the operation and effect of the

. hollow -member in the present. 1nvent10n,‘as
..disclosed in the .original specification, is to

vertically press and fix.the pull chip by the

.deformation. It is.not accepted. that the
. -operation’ and effect are intrinsic to the topped

cylinder but not different in-the. tubular member

~including the topped cylindrical member; hollow

 ”sphere and.another hollow shape. .

(iii) .

_Therefore, in-view of. the. aforementloned operation
-and effect of the hollow member disclosed in the
;ﬁériginal specification, there is no reason for
‘ellmlnatlng ‘the tubular member.. ocame

-71) Comments--

A1)

~The point of the present .case examines whether or

+.snoti the techn;qal,matte:,addgdwby;theqamendment is

Y

.obvious .from the disclosure:of the-original
~ specification-in. the ‘two.aspects :of-the:
. .construction and the operation.and .effect, and

judges: that both.the;construdtiqanBG:the
operation and effect are obwviocus. In the prior
art, according to the practice of Japanesé Patent
Office, admittance of the addition of an
embodiment (especially that accompanied by the

‘addition of drawings) is very rare. However, the

Court stands on the point that even the addition
of an embodiment could be admitted if it could be

judged as has been disclosed in the original

specification, as filed.

It should remember that the admittance Gf the
addition of the technical matter (i.e}.-the hollow
member interpreted to include the topped
cylindrical body and the tubular member) in the
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“present case of amendment by the Court is backed

up by the presence of:the aforementibned proviso

“ of ""the hollow ‘member may be not“only the topped

cylindrical membér but-also a hollow sphere or

'aﬁbthér:holloﬁishébe“5in‘the*ori§inalrg
" specificationi- ‘Without this proviso; the Court
“would probably judge: ‘the present amendment as -the-

addition of 'a new matter.”

Ih ‘short; it seems that the Patent Office is
rather.nervous about ' the addition of a new
‘technical matter and takes an attitude not to:

admit®it bat ‘that the Court is not-always at the
“gamé ‘standpéint ‘but®takes a gentle attitude for an

amendment which“is not-accompanied by any
extension of the scope of patent righti’ = @
How- would" the present case be judged in U.S.A. 2

v The*case would be ‘dismissed ‘as the "New'Matter" in

- oviewrof:'the U.S.'practice exerting severer

_ restrictions upon“the amendment ‘than Japan. The
. ‘UsSlipractice ‘would regquire a“CIP application
“incorporating ‘the ‘contént ‘6f amendment, '
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. ' Fig. 2
 Fig. 1 T I S SEPEE S Projection

4 Projection puil 7 :2:;1&: 4 3 Mouting

2 cni A / hole
i HE RN ,Tﬁred face
] OPPCI

8 cuil

Topped :‘ciy'clindrigé;al
member i. .

i Fig. 3

113 vertical caulking part
L7 Backing'\ i
“112 Backing\  (—14

“Pull chip

1 cover
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" {additional drawings)
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{3) Court Decision revoking a Trial Decision (Electrical
- Case) ' '
1) Case:

Case No. 126 (1979)-;Revok1ng the Trlal De0151on on
dlsmlssal of amendment of the patent appllcatlon entitled
"Earthlng monltorlng apparatus R :

2) Gist of. the Invention: =
(i) In order to detect the flow (i.e,. earthlng) of an
| abnormal current through an lnsulatzng resistance
of .the rotor ofua motor,,there is prov1ded a
k.hich 1s composed of ‘the rotor, an

current C1rcu1
osczllatlng 01rcu1t and the ‘insulating re51stance.
- In normal operatlons, the current flow through the
Tesistance is so low as ‘to establish a small

voltage drop. 1If the earthlng occurs, on the
' contrary, a high currentuflows¢;o'Cause,aelarge
voltage drop. This voltage is converted into a
frequency by a voltage-frequency converter. (SFU).
... This frequency shows a corresponding value to the
-finsulating;resistanceengheafrequenoy;is:funther
. transmitted to a~judgingidevioefwhich,isgdisposed
..at-a stationary.: 51de :

(ii) Explanation. of the judglng c1rcu1tn
+»The judging circuit is oomposeduof,the,blocks (the
“anrinsides of :which are notmexpiﬁinedJ of: the: .-
following diagram so that.the:insulating: .-
.- resistance may.be continuously detected. as an
:-analeg.value-at a signal:oscillator. ' ..
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-
Rotor (sxmpllfzed for: illustrative.
_convenlence)

1
!
: Oscil- Insuxat— . Voltage—Frefu.
{
i
|

(o
er. (Coup~ <[ @
ling Ele- ‘

ALment)

ing Re- “guency Con~"’
lator sistang . verter-(SEUL}-

g e

e -
: Judgelng Devzce f Statlonary SLde .
E Slgnal_“” Analog ‘1 'Voltage—Fra— =1 Ambli-
1 | oseirtator [} Vaiue =} guency.-Con= =l fiar
| L Register verter (ESU) .
L A S A N A

’Clerical Error:  (Frequency-Voltage Cornverter .in the
: Appllcatlon provxdlng a bas;s for
' prlorlty) '

3)" Contents of Amendmentd " it SDiT o hn oo ' -
(1)’ ‘Scope of the Claims 7 - 0 “Looio b
U (before’ Amendment) s T HUS L
' " An earthing monitoring apparatus: for monitoring

-ﬁthéséétthiﬁgrbfqthe?fotor“ef:énﬁelectric'machine such
"4s ‘a brushless synchronous motor’equipped with an

external magnetic pole type magnetizer’: characterlzed

. in that:an: osc1llator for low-freguency:
alternating currentto be-supplledmwlth~a power from an
auxiliary Voltage:source of" the: rotor is" dlsposed at a

rotating machine:portion <+ ¢~
- so* that® the output’'voltage-of the éscillator is
supplied to‘a“curtent circuit includingithe insulating

resistance of the machine; and _
--whereupon-the- effective.or ineffective current. . ...

flow through the insulating resistance is transmitted

as a measure for the insulating resistance from the

‘rotating machine portion through an electric coupling

element to a stationary judging circuit.
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'*Kafter Amendment}:. i

:An -earthing monitoring apparatus for monitoring
%*the-ea:thang-of:thexrotorvpftanwelectrlc,machlne such
.“7as 'a brushless synchronous motor ‘equipped with an

~.external magnetic pole "type magnetizer, comprising:

“‘anoscillator disposed at .a rotating machine
- portion :and . for :low-frequency alternating current to be
supplied with a powerffroﬁran=auxiliaryﬁvoltage source
of the rotor; L I R
+detecting :means for detectlng ‘the effectlve or

inéffective :current flow through .the insulating. .
resistance, which 'is obtained 'by.supplying. the ocutput--

‘ivoltage of the oscillator'to a current. circuit
vincluding:the insulating resistance. of the.machine, as

. a measure:for the insulating resistance-to-generate an

output voltage corresponding :to said:current: flow;

a’voltage-frequency:converter adapted to be fed

' with the:.output voltage of the detecting means;

~ancelectric:coupling element adapted. to be fed

:»with:'the. output signal of said voltage-frequency

converter for -effecting ‘the signal transmission from

. the rotating machine portlon to=the: statlonary machlne

Eortlon- sand : . L .
ravjudging: deV1ce disposed-adt the: statlonary

machine portion for judging:theiearthing on the basis:.

of the frequency of the signal transmitted:through:said
~.électric coupling element. o o
411y -Additional-Comments on ' the: Effect-
‘*w”Slncertheﬁgudgement:ofvan earthing is thus:-

accompllshed in:terms ‘of the frequency;,: according

" to. the present . invention, -it is:less influenced by

“wthe coupllng:statetof%theuelecttlc coupling::

element orvtheVnoﬁses,fandﬁtheuvoltagéwoffthe

i signal’ to be transmittedican 'be raised to.an-
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arbitrary level. Without the .earthing, moreover,
Coifothe sensitivity isi'so set that .a voltage having
a predetérmined: frequency may be;géneratedsfrom
“the vdltage—frequency.converter:SEU,na-malfunction
‘- :guch ‘as ‘the .defective connection of the portion at
‘the rotating machine portion -of .the:earthing

“fmdnitﬁrfﬁgfaPP&ratusmcanfbedeteCtedainmterms:of

“the -change in the ‘frequency.”
4) Point argued: SR
‘Regarding.the function of the apparatus: defined in the
claim amendedion the ground -of the - additional:comments.
relating to"the effects of (the :invention, . R eri
(i) fWhether or ‘not the*function is only:a judgement
v for . the'earthing, which .is‘obvious: function:by the
"ﬁﬁconstruction‘disclosed’in:the;original;;a»w

“specification; and:

={ii) Whether: or not .the. functlon does 1nc1ude a
‘measurement .of the electrical value-at a circuit

B, wiwhich wastneither disclosed nor:implied in the

croriginalispécification and -the ‘function-further
- .7 Jjudges-the corresponding troubled portion?::
5) Content of Trial Decisions - . ; G
The supplementatlon of the judglng dev1ce“ to the
scope of-the: claim by the amendment.is: de01ded to. change the
glst of the 1nvent10n {new. matter)
(P01nts of.ireasoning). '

The judging dev1ce is: deplcted only in’ the block
form so that:its:specific structure is-left’ unknown.

Even:. if: the FSU-is theﬁvoltagerfﬁequencymconVerter, as

=Jjudging dewvice:cannot .perform the-judging: function
“(iseL - that-the-error-was-clerical);:-The added effect
is:based: on” the fact that:the~FSU. was amended to the
frequency-voltage -converter; and is neither disclosed
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- rat first.nor .is obvious. .. .

6)

:Content of Court Decision: .. ... .. .. . . .
- The ‘supplementation of the "judging device" to the

scope ofﬂthexclaim;by,the.a@endmentxwi;linotﬁa;ter the gist
of ‘the :specification (In short, it was not a nevw matter.).

(Points of reasoning) ... .. ..

(Re:

Constructlon) AT : _ _
From the. descrlptlon of the orlg1nal

;speC1flcatlon, it is accepted that the judging dev1ce

has its input fed with a signal which.is characterlzed

_»;to have its frequency varying with the leyel of .the

glnsulatlng re51stance.

.-conversion.is a-clerical .error of the. frequency-voltage.

Slnce, moreover, the judglng deV1ce_Te.fed with

jthe frequency and 51nce the analog value reglster
,cownected downstream of the FSU is. generally ‘a4 register

for storlng a voltage value, it is reasonable to admit

voltage—ﬁrequencyﬁconverternfor~voltage-frequency

converter for frequency—voltage .conversion. ...
Ik, can be coucluded ‘that: the constructlon is

.5conta1ned in the .original speC1f1catlon.;,;¢,

(Re:

Effect) s e et e
It is llterally 1nterpreted that the operatlonal

,eaeﬁfeCEEmeans‘not:sqafa:aasftheaaudgementsof:the

. specific: troubled portion of 'a circuit but.merely that

the defective connection caused.somewhere in.the

...-circuit portion upstream of  the judging device can be

..detected..in terms of the-change.in the. frequency signal

coming to the judging device. This means what is

1)

described is the effect which will naturally ¢ome From ™
the structure described in the original specification.
Comments:

(1) Although the drawing depicts the whole structure
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in the block diagram, the ‘original<specification
has. 1ts descrlptlon ‘stressed upon the point-that

*the rotor 1s ‘constructed by the ‘Current circuit
 connecting ‘the oscillation ‘circuit and the’
““{nédiatihg”résfS£anceutofbé=measdred;asoithatfthe“

voltage drop at the insulatihgﬁfésfStaﬂcé*may?be”‘

However, ‘the or1glnal spec1f1cat10n has an

fom1551on ‘in descrlblng how the voltage drop is
" detecteéd.  © o : :
‘It has not Beéﬁ'éieéflf described that thé voltage

drop is converted into the ‘freqiency; which™is

““transfitted to ‘the stationary’'side until it is

**céﬁvertedfagain~ﬁoi&ne-vbltagéWtd=bevdbgé:véa

iphe '¢lérical ‘ertor was ‘An” the c1rcu1t ‘block at the

stat1onary side. A _
‘In' the “amendment, the above-underlined effect is

““Hewly “addéd; ‘and the ‘concept “6f "judging the"

"7 garthing ‘'on the ‘basis of- the ‘frequency" ‘is added

as -a new component ‘to thé ‘scope Of the claimy The

‘Court ‘has “judged ‘that the component was in the

original spécification, and-that the effect’was
obvious when the frequency was used. Gl

“The judgements of ‘Patent Office are“based on that
#4.(1l)"the supplemented effeéct-should bé”at a higher
+igtade than the allegation oOf ‘the Applicant; and
“ﬁthat-(z)V&ﬁe~ailegation%OE*thé*cléfical*érrbf
“should. riot be admitted:: It can-be §aid tHat' ‘the

U two points {1) “and’ (2) are-too sevére- Judgements.

|
!
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(4) - CodrtHDecisienssupporting_a Tniallpecision¢(Gpemiq§lfﬂ;
case) .o '
Yy sCases oL iTT e rar e s i m ey oy T
‘Administrative lawsuit-No. 222/1980°'against: the"
dismissal-of amendment made -by the Board' of Appeal. 4 s
.“"Removal of :Nitrogen Oxides:from Flue:Gas®: .;: " . .. "=« ;:%w%?
2) Gist of the Invention: ST A .
‘An invention concerning. a-process: for decomp051ng
n1trogen~ox1des through=add1t10n;of ammonlaixo nitrogen. -
oxide-containing flue gas.:The point of the. invention:-lies:
in the use of non-noble transition metal catalysts,
including copper oxides (1st: clalm)

3) Contents ofamendménts: = _ 7
Addition of an example using iron sulfate supportedion:

alumina, and amendment of the claim: based .on the addition:of
the example.. : ' S

The-claim of: the invention;: before and:after  the:
~amendment:is as: follows::. . '
(before- amendment) e - : :
(1} a process for treating flue’‘gas so as:to: reduce
~.-- the. content:of: nxtrogen oxldes containéd thereln,
which -comprises: ==+ = :

‘:(a)z;addxngﬁammonla=tohsaidtflueﬁgas;ﬁand?nﬁ*
(b) ‘alowing said flue:gastovcontactiwith:a
- catalyst comprising:copper oxide supported’on a
' .fire-resistant carrier havingva surface‘area’'of at
least ca. 40m2/g under oxidative conditions' at an
~-inlet, temperature of said: gas O ca.,600°F to ca.
9509F : ' i :
(after amendment)

A process for treatlng ais gas mlxture contalnlng
nitrogen oxides, sulfur dioxide and oxygeniso-#s'to réeduce
"“the content of nitrogen oxides ‘contained therein, which
comprisesi.allowing said gas ‘mixture to: contact with a =
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catalyst which 'is supported on a fire-resistant-carrier and.
comprises at least one catalyst component selected from non-
noble transition metals of Groups v-B, VI-B, VII-B and VIII,
iron and ‘copper,- andiodxides. andother compounds thereof,
under oxidative conditions:in the 'presénce of ammonia.at=an’
elevated inlet-temperature of said gas .of: up to:ca. ‘950°F.
'4) Point Argued: g .
Whetherior not it is:described in=the 1n1t1ally filed
.spec1f1cat10n that iron:sulfate is. usable:as a catalyst. . :
component:-in- the. ¢catalytic reaction according to- the
invention,s ¢ ' : s :
5) Content of the Trial Decisioni
The examiner's decision which:dismissed’ the: amendment
is-appropriatei. " = : oot ' '
AQutline of the decisien)ff-‘*
| In the initial specification are contained -
descriptions’ that-a’catalyst comprising iron.oxide
supported on alumina can be preferable’and that< <l
catalyst metals must be active even when: they are-in:
. the-form-of.a sulfate. k ‘ '

It:-is however known that-essential: functions of
catalysts are to change reaction:rates—and:to control
reaction:conditions and :that it:is=difficult to predict
precisely;, -based:on:theoretical or empirical rules,

. such-catalyticreffect as.selectivity of  reactions,
v -~influences:on reaction rates;-duration<of catalytic
- -activities, etc. i ‘ 5 '
‘Tt is .therefore not self-evident-that iron sulfate
- supported on alumina functions as a catalyst.
....Accordingly, the technical. matter described :in: the
claim:amended by the amendment  is out .of the_technlcal
~ .-u8cope, described: in. the:initial: spec1f1catlon.s
6) Content of :the Court Decision::
The Trial -Decision of -the Board of -Appeal which: i
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dismissed-the-amendmentsis-notﬂer:oneous,w
(Outline -of :the ruling)} - A R S R,

It is:a  fact obv1ous to thlS Court that ‘basic
functions of catalysts are .to participate in-:chemical
reactions by changing reaction rates.and: to control

~-reaction conditions. It is a-mattgf of -comman

- knowledge. that it was extremely difficult.even at the
-+ time of £iling of the applicatioen to predict precisely,
based .on thgoreticalqor‘empirical rules, .such effects
~ias.selectivity of reactions shown: by catalysts,:
~influences on-.reaction: rates, duration. of catalytic
scactivities, eteu:- v o R TRE T e I
= Even if the.initial.specification contains general
‘'statements. that ion:oxideris; usable as: a catalyst and

‘that: catalysts must be .capable-of maintaining
catalystic-activity after being.sulfonated with SO
contained in flue gas, it.is.not possible:to-construe
.that -.there was.described in-the initial.specification
.-that . iron.sulfate:(which differes in chemical structure
ﬁﬁrom;buO)csuppo:ted;an31203;is usable as- a catalyst
'y;forf;he;treatment;of.fluquasay The. dismissal of the

amendment. is therefore-not erroneous..:® - ni”

7)) Comments: ORI - S S S S A SR P
(1) - This is a case:the court:supported: the:Trial
-:Decision of‘the:Bqa;d-Appeal;cencerning:dismissal
-of. amendment... .. . :ﬂiﬁrfﬁ:r& R
~In chemical inventions, addition;of examples can
be highly difficult.. This is:a typical:case of
such an invention. &%
: Chemlstry is an emplrlcal 501ence where predlctlon _
""of results is quite Gifficult. accordingly, in

the case where there are only general statements
or wishful descriptions and no examples (or
descriptions which can be regarded as examples)
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are not containéd 'in ‘the "initial specification,
any'émendmentlwhich intends to 'add an“example is
“ioftén judged to ‘be ‘a‘change of “gisti - -

© (iiyIn- chemical inventions, 'in partictalr ‘those'

Liirinvelving “éatalysts, ‘mich ‘importance ‘has ‘been
“attached to-examples (or descripticns which ‘can be
“Yégarded- as”examples); and“a practice: which“can be - -

s referréd to as éxample-first-principle hasibeen

established, as-seen”’in the present case.,:
“Inithé'initial-specification of the application

"* (Unexamined’ Patent ‘Publicdation No. 75,464/1974),

catalyst is expressed as "oxidés of- copper" (in

——
e
e
e
—

irielaims 1°to~ 11} or "non-noble’transition metals"

Brst feviin claims® 12¢and=13), ‘and‘there is*only“oné”
| Exaﬁple#ihﬁwhichiééﬁper'oxide“is:utiliiedi*”The
% .47 presenticase wasidisputed over whether'ornot an
addition: of an“example utilizing iron: sulfate is a
“change of' the gist of the invéntioni ' However, in

‘the’ final stage the''claim of’ the application was
.irestricted*to a process:in'which iron. oxide'is
t employed. as“a catalyét-énd‘a"patéﬁtﬁwas granted
therefor. {Japanese Patent Publication No,
59,004/1985). Although iron oxide, different from
’w%:iron"shlfateg%Was:de5cribed“in the initial:

specification as 'a preferable catalyst, it is
- quite surprising that the only-example of copper
»iooxide’was deleted, and an exampleof iron oxide
~.was added and a patent was acquired only for iron
' oxide. R
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-(5) -Court Decision-supporting:a Trial Decision: (Mechanlcal

Ccase) it o e : :

gqu:Case:“u , g PN B BT e SRR
itCase No, 227.(1986): Reﬁoking;the:Trial;Decision_On
'invalidation (the demand for which has:been dismissed):of
“utility model reglstratlon, as entitled "Extendible:and
rockable” gate door" ; o '
2)‘Gist of:the Devices:' ; . . R
. The: device contemplates. to. prOV1de an extendlble and-
rockable -gate - door:which~is to be disposed at:the gate of:a"
‘motor pool or the like. The gate door does: not regquire any
facilityifbr“layingﬂa rail for guiding the movement of the
gate door but can be opened or-closed and turned-inward
remarkably lightly and smoothly. ' ‘
'3) Contents of Amendment: '
{i) - ‘The scope of the claim for utility model
“utégistrétion:wés:amended,-as,follo@si‘“' &
~. Awvertically long member-2 at one end of  the:

.. transverse 'side of the-gate door is hingedly
‘coninected. toa Stationary‘portion suchas a post 7
through hinges 6 such thatwit can:-turn-on-a -
-vertical -axis R . S

:Amendment
7{beforeuPublication)-' o
.. A.vertically long meémber 2 is so hingedly '~
- connected through pivot pins 19" such a& headed
pins, ‘which are removablxifitted'iﬁ’bOth*hinges 6
~.fixed at:the long ‘member 2 -and éivbt*braCRété 8,
g0 that it can: ‘turn” ‘on the common axis of sald
C ”ﬁuplvot pins-19.%" REN Lot
?}fiff To the detalléd~
- i..specificationy there is also-added the operational

escription of"the devite of"the

effect that "Even“in case the castet wheels are ' °
disabled to roll ‘on“the’ flat fldor having nd rail by
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"’ . eithér the running ‘traces of the caster wheels.or the:.

pebbles’, the vertical vibrations of the caster -wheels
riding on such undulations can be. absorbed or . damped ‘by

" the whole:gate door to smooth the“rolling motions: of

_the caster wheels.":

4)

Point Argued: .’ . L 3 ST
Whether or not the addition of the structure that the

pivot pins 19 are removably fitted in:the-hinges 6 and the
pivot brackets: 8 couldmbeqsaid.obviouspin.view‘ofutheja
disclosure of: the original specification.and drawings.. . ..

. 5)

Content of- Trial Decision:

:The amendment is notaobvious'from the disclosure-of: the

: orlglnal specification and- drawlngs :but alters the gist of:

the dev1ce.

(Points of reasoning).

The amendment in issue is-made to have: the:

. structure that "the pivot pins-are..removably. fltted“ s0

as. "to.provide~the gate:door which is: enabled to

' accomplish:. smooth turns-by the vertical vibrations of

«o.khe caster. wheels with respect to the -undulating

floor?,~although+notadisclosed inythe specification and
drawings'originally attachéd to the application for
utility model registration.  Even.if the‘st:ucture that
"A vertically long member is so hingedly connected
through. pivot:- pins suchfasgheadedhpins;1which are

sremovably fitted in both hinges fixed:at-the: long

qHmembe;,andypivot~bracketsimsq that ‘it can:turn on the

common - axis of said pivot pins" is obvious:from the

l,diSClosu:erofithe_specifiqation;andHdrawingSEOriginally' _
NmattachedwtomtheWapplicationwVaswhas%hegngallegedbewthﬁmmwﬁm

. demandee, it can never be .said_that.the:structure that

the. pivot. pins are; "removably":fitted-in:is disclesed =
in the original . specification and-drawings:or is:

. ;obvious:. to- those skilled:in:the .art. -
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6) Content of Court Decisions: - ; . e
~The Trial Decision is.supported, because the poxnt that
thejplvqt~p1ns-are¢“removably,flttedglnﬁ could.-not be. ::
accepted as obvious in view of the:-disclosure of. the
.driginal speqification:andgdrawings;gvenyif;that&pointey
belongs to-:the .well=known-technique,:.as. alleged: by the

demandant.
(Points+ of reasoning) , PR wH
{i) ~It:is-not-disclosed-in the: orlglnal spec1f1cat10n
~that-the-grounding casters. can freely move up and

S down., : SR AT SRR
Fx(ii); What is dlsclosed by:the: original. sPeC1f1catlon
15:Lthatwthesplvot‘plnsﬁarenhxngediyzconnected to
the hinges 6 and thepivot:brackets 87so that they
.can turn on the vertical axis, but not that the

pivot pins can be freely removed.
(iii) The original specification has failed to have the.
object relating to the adoption of the structure
_ that the pivot pins of the hinged portion of the
‘gate door are removably fitted in the pivot
brackets and the hinges.

(iv) Comparing the objects and so on before and after
~ the amendment of the present device and viewing
the above points, it could not be said that the
amendment in issue is obvious from the original
specification (even if the technical concept
itself added by the present amendment were well

known in the art).
7) Comments:
(i) Even if the content of an amendment such as the _
""" amendment in issue is an addition of the prima .

facie technical concept which is known before the
filing of the present case, the addition will
change the gist of the device if an alteration is
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found before and after the amendment in.view. of:
_‘JithéVobjeCtTtopérationfandfeffect*of the "device,
(ii) ¥ It‘can be said that ithe: judgement for .the present
‘¢ase is'reasonable. o i ERSEEE
{iii):'The'@reSentfcase*isvsatiéfactory“for presenting
that-all’the well=known concepts are not- always L
obvious.

. (iv) How will this case be judged intU.S.A,.?: The:

*. amendment’of>this case would be dismissed as:
inviting’ a-New Matter, because: an amendment is
more strictly restricted in U.S.A. than®in Japan.

. The. probable: dismissal will:.make it necessary to

. file: & new.CIP: appllcatlon 1ncorporat1ng the

content: of:amendmenty
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(6) Court Decision supportjng'a grialeecision (Electrical
Case) P ;

l) Case: : -

case No. 14 (1981) Revokl.f' _

dismissal of amendment to the patent applicat%on entitled

al Decision on

"electronic instrument"
2) Gist of the Inventlon- ‘
The present 1nventlon has'an Objrl |
and tones 'so ds to. enrlch that mu51ca11ty of an, electronlc
1nstrument, whlch mxght otherw1s,§be flat.gg PR
. Flgs. 1to 3 are the draWLngs :h;ch,were orlglnally
,flled.;_The sound srgnal, whlcnqiswgenerated ‘by a voltage—

t toevary the pltches

control type osc1llator 12 in response to the operation of a
key board 11, is. used to generate a tone.“ At thxs ‘time, the
pitches and tones generated by the oscrllator 12 ‘and the
filter 13 are varied by ‘the modulations with the control
}voltage waveform of Fig. 2 so that musically rich sounds may
'be'played. Fig. 3 “shows the specific structures iof" the
control voltage waveform generators 17 and 18, in which the
control voltage waveforms are obtained as the termlnal
voltage iss changed by the charge or: dlscharge of a capacrtor
24. When. the charges'of the capacitor 24 are released

through a flrsfj' C1rcu1t 27, the termlnal voltage of

3) Content of Amendment-“' : :
In view of ‘the'reference cited in the Trlal the scope
of the claim was amended, and the effect coming from the
amendment was additionally descrlbed E
(i) Scope of the- Claim 7" ¢
(before Amendment).

An electrohic;instrnment comprlsing: a voltage-
control type Variableifrequencf oscillator 12 adapted
to be driven by a voltagefsigna%”ohtained in response
to a key operation fbf'géherafiﬁg"A“sagﬁd source
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signal;. aﬁd?éfvortageecontrql:typé variable: filter . for
tofiing thé power sourcéssignal:coming from said
oseillator 12;*wherein.both said‘osciilatorwand“SQid
-?fVafiableﬂfilterMare?mOdulatEdfanaucontr0113dﬁbyithe
control voltage waveforms which.are:varied from-initial

‘i to-attack’levels set‘at the two’sides.of a reference

~“level for an“attack period in:response:to a: key push

“and® subseguently“held-ati the reference 1evel unt11 they
v.7are varied: to- the" initial level in- response Lo:a. key

iireleasen”

(after Amendment)
‘"Anielectronic’ instrument:comprising: a voltage-

v control ‘type:variable frequency oscillator 12 adapted

to be!driven by avoltage:signal:obtained in respoense
to aukéyvbpérétionﬁfbrtgénerating?ausouhdJsource“ﬂ
51gnal- a voltage-contrdl type variablé*filter“fof
ﬂtonlng the. power source signal coming from said:
oscillator: 123vcontrolvwaveform~generators=l?*and=18?i”
for'generating’theicontrol voltage:waveforms which aré:
varied from initial to attack levels set at thestwos s
sgidesiofia ground level in'‘tespohse-to’a’key'push: and
subsequently:held:-atithe ‘referencelevel until they are
varied from:the ground to:initial“levels in'response to
v arkey: release; an inverter 287 foriinvetrting: the
1§§oiarities of thé control voltage waveformsiwhich are

generated from-said ‘control wave formigeherators; and

v means: for feeding either:the*conttol voltage waveforms

:generatedffromfsaid?coﬁtr014ane£brm#genératbzs or the

- oinverted: control voltage waveforms” outputted  from saigd

1nverter as a control signal to’said oscillator or a

" filter , wherein’ the' characteristics of said Gscillator =T

or f£ilter: areimodilated’ and controlled with'isaid
: .control’ voltage waveforms ‘or”'said” inverted ‘control

wwoltage ‘waveforms; @ . Unoss 3l
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(11) ‘Additional description of the.effect.
Upon ‘the: modulatlon -and control.of the sound
“ipitches~and-tones,~the continuous:level of the:control
“wavefo%ms1&5£specifiedﬂbyftheﬁreferencei1eyel;e;uthe
'fgfouhd-potentialgfassiswapparent:from;Fig; 3.. As-a
siresult, it is possible to.control the.musical. sounds
with' thé stable pitches and-tones,:i.e., to:vary and
control the control:voltage.waveforms: so that a: . stable
“rgontroliof:played:sounds can. be . executed: sufflc1ently
effectively. The waveforms are suitably inverted. thh
reference to the reference level at - the:ground.: . .
- potential 56“thatnthefcharacteristiCSgat:thearise and
- decay’ of the’ played sounds can:be!switched and- set more

:+effectively to-convert:and set:. the characteristics of

the musical:sound:expression more-effectively.
4) P01nt argued; X T NI R
Whether or-not.it .is obv1ous from the.block dlagram of
Fig::3:nthats the continuous:part.of..the.control.voltage:
waveforms, i.e, the.reference:level.is:at the:ground-.:
potentiali. o oo o0 ni oo o S M TS S R P
cu (i) A first-decay- c1rcu1t 27.0f Flg._g.hasnitsaone

L gtermlnalzearthethoathe ground;,agduawcurrent
-.-~discharge-passage from the upper electrode-of the
‘qjcapaditor;24;thrgugh the first decay circuit:27 toi
- ~the.earthing.point.is indicated by an arrow;;as

Aindicated by gircledﬂZ;vahethermor not.it-is
.- apparent that- the.level of the capacitor:24 comes
,,htg;pheqgrqpnd@pgtential,efter;thecﬁischarge‘if the
w:dischargeﬂcucrentuof the;capaeitér;24ﬁfioWSrto the

kﬂjj)wﬁlf the reference level falls to: resxde at: the

emgnound_potent;al, gtels,fluctuatednxﬁ;the,
~polarities of the control-voltage waveforms-are

inverted. This makes it necessary :to .provide
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”ﬁeansﬂfér correcting the. level after:inversion
¥therébybtofcbmplicateithe;ci;cuit.x.Eig‘-3 shows
7 £he® inverter but .not::the accompanying correcting
“:imeans. - Therefore; ‘whether:or not:Fig. 3 has
i gucceeded in¢showing:that the reference level is
the ground potential.: '
S) Content: of Trial Decision:
.. crhe specification and’drawings.as:. amended incorporate

it ‘into: part of the gistiof’ the_;nventlpnathat~the reference
level 'is' at the ground potential. In-the original
SPecificationfandhdxawings;nasafiled}:hOWeverg:there is no
disclosure implying that: the reférencefis:atfthe;ground
) level.: Moreover, this: concept:could not:be said obvious,
because: :it: ‘has’: ans outstanding effect that no: correctlon is
‘required’ even.lf‘the control: voltage: waveforms are inverted
around the ground level. It-is:judged that :the amendment in
issue.disi'a new matteri:uo i i B K
6) Content of:Court: Decision: . = ;
The Court has supported the Trial Decision: (i.eujthe’
dismissal bffamendmeht)ﬁbyithéifollowingﬁreHSOnsrﬁf ;
1) The first decay circuit:27.0f<Fig. 3 is merely : "
i 2o shown'dn® a:block: form:having its- one terminal
i..vearthed to the ground;,:but:its: internal circuit =@ -
istructure is-not-apparent. : Irrespective of: this:
internal:circuit structuré,ftheionettermipal*
earthed to the ground is indispensable for v o
-;n:n;j,q;establishihg¢afretufn path" to-the lower -electrode
' = of the capacitér-24.: Therefore, what is’disclosed
'f?by the drawingiis~that the first: decay: C1rcu1t has

&+ 1&S” one- termxnal at the ground potentmal}*buti

4:could not be: sald to 1mply that the‘capa01£8r 24"

e hast itst terminals voltage rat thé" ground potentlal
cxwhen it/ is-dischargedy’ =R - ki

w2 ,Sane Fig. 3 presents the-blbck.diagram%and gince
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Uit is‘not always-definite-what circuit.is
expressed- by one block;  the.correcting;means could
nigufficiently. be incorporated-into;ﬁhe@block of the
inverter.  The.fact:that the.correcting means is
*not:shows ' in a block-different from-the inverter
could not provide a basis:for indicating that the
reference level is akt:.the: ground potential...
Hi3f;~ﬁThe original specification, as filed, has falled
to describe’ the:- spec1alweffectstewg;,7the5eﬁfecty
-for%generatingfthe;Stable;soundxo;<the‘effectvfo;r
"Mfacilitating the:inversionhoffEhémoontrol;voltagg;
-waveforms' without:'the correcting:means) which can-
cwoberattained by’ setting:the:reference ‘level ati:the;
W'specialzpotentialiéuchzas;mheﬁgroundeOtehtial;:wf

Hence;, it  is:reasonable that the’ technical concept '

»~.attained. by ‘the amendment is:an invention:.
different from that disclosed in::the originalsusu
specification and drawingsyyas;fileaa

' 7):Comments:: = DoEmln nen B tnoaoua s Juon il
| The Court Decision is helpful . for:judging the range of:
dlsclosure by a block: dlagram.;wf: BRI E T T .

The reasoning-of the. Court Decision: that: it could not
be obvious to:make -a:discharge to the:ground: potential
becauseﬁthe~lst»decay?circuit;is:shownainztheﬁblock form so
that what“voltage:leVel,iSJSetnin the: decay-¢circuit is
unknown -is agreeable.: ' s ddlE oo b

~The:present case:is. one whlch has:forcedithe: applicant
t0~u$e¢the,structure,andﬁeffect,-whlchwcould"not«be
clazifiedﬂby:therblock%diagfam,*as:thekgist and effect of
"mthe Adnvention:so as to:.make-a-difference:zfrom:the. d;sclosure

of: the- cztatlon., Without this:.citation; the present’
application would have been: :patented- w1th the! block dlagrams
of Flgs. l to 3. Considering:that:thé applicantihas not
alleged.that: the first:decay circuit:is well known, this
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circuit seems'to be a novel one prepared for the present
‘invention. Although late at this stage, such new circuit
important for achieving the effect of the invention should
have been supplemented by its internal detailed diagram.
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7. Conclusion: L
(1) 1In any of the cases revefaedﬁby ‘the Court, the
Patent Office and the Court agreed that an: amendment leading
to aachange -in the substance of the_clalmeg.znventlon would -

constitute a change of the gist. TheEPatent Office had,

however, relled strictly upon the pr1nc1ple that an

--amendment involving any.matter that was not d;sclosed in the .

'orlglnal appllcatlon, and not- obv1ous at the time of its
filing, was considered as constltutlng a change of gist. On
the other” hand the Court did not take a strict position in
that connection, but passed a judgment rather in favor of
the applicant, saying that no amendment was cpnsidered as
constituting a change of gist if, after the amendment, the
claimed invention can still be considered as remaining
substantially the eame in: the light of its object and
results ‘as set forth in the spec1f1cat10n.

(2) - Therefore, it would beyadvlsable to appeal from a

: "nament’as‘”

Patent Office decision concluding an .
constitdting‘a”Change of giat, if the amendment is believed
not to’ have 1ntroduced any change into the substance of the

appllcatlon.

, _ It 15, however,_more de51rable for the applicant
to 1nclude in“the. orlglnal spec1f1catlon as much as possible
- of any :elevant matter: ‘that he may - thlnk of, by way of e.g.
supplementary statements;,” 1n order to leave 1n the
specification evidences of the fact ‘that he is aigeaéj well
aware of any such matter at: the tlme of flllng ~of the
appllcatlon, and thereby avoxd the 90551b111ty ofwany future
amendment belng concluded as constltutxng a change of the

rmglst._w He w111, then,.be able to.rely suceessfully upon

such evidences as a support for any amendment that he will
have to make. . : fe

{3) The ideal wayvto,file;anvapplication;iéfto start
with a complete specification-(and drawings, if any) which
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'Qillipot require sany ‘change -at. a:;later date. :r AS .a .matter
of:féﬁt;ﬁhowéverJ itxis?absolutely-neqessary¢t9_m;keisome_ﬁ,
émendmentfar”other. : Everybody. is believed to agree that _
the allowance of .an amendment .under ;certain.conditiens is .
necessary for the.achievement of ‘the objects of the patent .
| 'system: =<The ‘problem is.that the .scope.of.an allovwable . ..
amendméntJdiffersgfromﬁdne;casegtOJahother.ﬁuzghatiig5a¢ﬁ&Ji
causeaofvdisputevwhichflead5<to a delay:in.examination,: ...
=:(4).: This'problem:is mainlxiduqﬁtOpthe{diffe;engg“whégb
fariseéJfrom;therintérpnetation-dfpthq "matter which is . ...
obvious from the original disclosure;of;thé;gpeciﬁication?@;
Judgement®of the: issue as to whether a’particular:matter is
obvious;~o::notg%shouldgbe;bqsed,on the:-scope of disclosure: -
which: can objectively: be considered to-appear.in-the .
~original specification, and:the state-of-art.which:can be ...
considered: to have-existed at;theatimeaofgfélinggqﬁ the. ...
: appliéa;ionjjbutﬁmainlygqn;Hha;,those;ski;lgd;ip the art.can
be.considered;to have: been.aware .of at:the time.of filing of -
the application;:irrespective-of . the subjective-intention of
the @pplicantuo i coi L arodeeent on Ge o5 asd o sao

Therefore; it-can. be:said-that:the state of: art which::
' can-. ber;considered.to have existed-.at the time.of-filing:of a
- particular:application-:is.a factor of :prime: importance to .be
considered in the evaluation of the invention for;npvelty;qz
unobvioushess, but has also an important bearing on the
‘consideration of an amendment . thereof.

(5) .Any amendment involving a change of gist is.:
dismissed.. -I1f any.such:amendment is entered:by oversight,
the application will eventually be treated as:having:filed
@tfthewtimsrgﬁfsubmissioanE:thewamendmentarwhen the

amendment has been concluded as

'gist.  The conclusion.of :any. amendment as.constituting a

stituting a ¢chang

' change. of. gist.places the applicant at an unexpected. . :
disadvantage, insofar as nobody is-supposed: to:make:any
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amendment ‘that he “knows constitutes .a..change -of.gist. . It ..
would be ‘important ‘to ‘bear it in mind-that the system-which -
used to permit the filing of a new application-based onia: .
disﬁiséed*améndment*was“abolisheaﬁﬁf'In«this;connection, it
 would be better for ‘the applicant to rely upon thé domestic:

rrprioriﬁy*syétém”fof“réﬁilingﬂthe»applicatidn:qhen?he has:- .-

-Jfound*it*nééégsaryéto'makefanyAamendﬁent:that¢iSilikely;toﬁmnu.m:

resultiin- a- change of glst.' The"applicaﬁt‘is, however, -
réequired ‘to review - the application promptly: lafter” f111ng it,
since such’ ref111ng is possxble only within one: year:after.
'the ‘original- application.’ I : :

-6} ~The.-United States patent system ‘hassa CIP:.
application as a.measure correspondlngﬁto~the:domestLCuv'
priority’QYStémfin*Japan.ff“ThéwCIP applicatioh;makesvaf
great différence?fromﬂthefJapaneseﬁappliCationlbased on- the-
domestic priority system; insofar as- it-can'be filed: at ant:
time during the pendeficy of the ‘original-application:’ '

{7): Finally, reference “is-made ‘to"the paper preseanted’
at the’ '8th 'General Meeting of 'PIPA 'in 1977 and--l'en_ti-‘t-led EAP Vi
Change of ‘the Gist of an Invention Arising from an Amendment
of “the Specification" ‘which talks about some cases of:"

decisions'on’trials for correction, -and the relevanti court: :

decisions.’ It discusses matter haV1ng ‘aclose relatlon to.
thesubject’ of our paper.=?f AT ~ R T T
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Abstract

The Japanese associated trademark system is one of the
characteristics of the Trademark Law of Japan and has
continued to exist about 80 years. There is no such
system in the United States. Applications undexr the
system almost account for 20% of the total of trademark
applications and it may be said the system is popularly
used in Japan. On the other hand, it involves several
problems. This paper is written to explain the Japanese
associated trademark system as plain as possible, to
clarify the characters of the system, to point out
existing problems in relation to the system and further
to try to consider possible measures to solve the problems.
In addition, the paper refers to the points to be noticed
in filing trademark appllcatlons in Japan from the United

~States.

Contents
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2. Japanese Associated Trademark System
1) Outline of the system

2) Comparisen with associated trademark systems in
neighboring countries

3. Merits of the Japanese Associated Trademark System

l) Expan51on of right to use and right to prohlblt

2) Easy malntenance of rights
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' use under ‘which” trademarks in- Use be protected."’””'““

. ' P. 2
4. 'frob,flems--in the Japanese Associated ?-'lfasi,emark=syst_§m:.‘ -
1) Increase in unused trademarks
Ry COmplexlty of examlnatlon practlce
- §¥; Problem of klcklng—out 1‘ _'_ _ A . ‘ .
5;:;Con51deratlon on:the-Japanese., Assoc;ated Trademark Systemﬂ_r
1) Increase“iﬁdunﬁsed“trademarks-
T?i)ﬂ Assoc1ated trademark appllcatlons SR

:3): Problem of klcklng—out

i dY iDlsputes -about continuation; of the Japanese
associated trademark system

5) Changes in standards for s;mllarlty o

6. Points to be noticed in Filing Trademark Appllcatlons

in -Japan: from.the. United: States. T

1) - P01nts to b notlced 1n flllng appllcatlons

2) Points to be notlced in renewal or trlal for e
cancellation o e N

7. Conclusion: .

L. Preface

_ _ The Trademark Law of Japan adopts a prlnc1ple of reglstra-
tion (Trademark Law, Sectlon 18) which means to secure rlghts

. to use not only trademarks now in use but also trademarks with

respect to which dpplicants’ haveian inteéntién to use in future,

~ through” registration-in‘advance of:'such prospective trademarks.

To the'contrary, the U.s."Trademark:Act adopts :a: prlnc1ple of-

The Japanese assoc1ated trademark system under the sald

.Wpr1n01ple ‘of reglstratlon w"“establl

Tradémark:
80 years.-‘f* B

Thls aSSOClatEd trademark system means a system under
whlch one same person ls able to reglster trademarks w1th1n a
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scope similar to that of his own registereéd trademark tunder
certain fixed conditions {Section: 7).

‘This system is one of the characteristics of ‘the Trademark
Law of Japan, not found in the Unlted States. Appllcatlons
taking advantage of the system have accounted for nearly 20% of
all’ the applications™filed in’ these years in-Japan ‘though there-
was some dispersion when viewed_from_an‘annuallbasis._;_

b e b e AV g e T

This paper considers. the partlculars, characterlstlcs .and
problems of the Japanese associated trademark system popularly
used as stated above and alsc refers to the pornts ‘to be noticed
in flllng trademark appllcatlons in Japan from the unlted States,

2. Japanese Assoc1ated Trademark System _

1) Outllne of the system o

The purpose of lnstltutlon of the Japanese assoc1ated
trademark szatsm;and,ﬁhe requirements and procedures for.

registration of associated trademarks are as follows:

TN TR LY

(1} Purport of the system:

The trademark owner is granted a right to“use: his-
registered trademark on an exclusive basis for designated
goods {Section 25, Same Scope for Registered Trademark).
Meanwhile, any other person is prohibited from using the
registered trademark as well as a trademark within the.

__ scope smmllar to that of the reglstered trademark because
‘ hconfusron of orlgln of goods may poss;bly occur (Sectlon
237, Item l)

L Thus, 1f any other person- flles an. applcatlon in.. o

-.connection: with such. scope, the other person will. .not. be

G permltted_reglstratlonﬁqn the ground of. the exclus;on;of
“duplicative rights and theuprevention‘ofﬁconfusionqof,;

. orlgln (Sectlon 4 Para. l, Item ll)

st Q- A @ ether ‘hand ;. the trademark owner.can. exsludawsﬁ*“mutwmwnf
othernpersons-from,us;ng;a,trademark:w;thlh‘the s;mllar_;."

~scope for the registered trademark but has no right.to. .
p051t1vely use it. The traGEmark owner may only use it
in actuallty unless 1t does not confllct w1th any other
:rlghts. Therefore there is such case that ‘the trademark

mersu 2yt

s e
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-owner wants to register with respect to ahtrademark1within

«ithe similar scope when he has.an,intention'to positively
use lt._ In_such case, if the trademark owner fllES an
appllcatlon for reglstratlon for the 51m11ar scope of his
own registered trademark, the reglstratlon may be permltted
bhecause no confusion of origin would occur.

) However, as the position of trademark rlghts as’ property
"rlghts became strong, the exlstlng Law was’ enacted to permit
free transfer of trademark rlghts (Sec, 24)., Thus, if any
trademark w1th1n such 51m11ar scope is 1solatedﬁand trans-

__'ferred after belng reglstered, it will create plural
. proprletors, Whlch will then cause confu51on of origin.
This is agalnst the Ppurpose of the Law Whlch is to prevent
) confuszon of - orlgln and to malntaln the order of dlstrlbu—

~ tiomn of goods. .

Accordlngly, in. order to: adjust thls relatlon, we may
., have two approaches. .Firstly, at the time of trademark
- rregistration, it has no restrictions but.at the time of
transter,~no,trademark_right related to the .registered
" trademark having similarity-relationship.gannbe permitted
to-be isolated or transferred.. Secondly, from the time of
an application for trademark registration; connection is
set up in advance between trademarks havlng srmllarlty
fﬁrelatlonshlp and nelther 1solat10n nor transfer can be
permitted.

) The Trademark Law of Japan adopts the latter approach
A pair of ‘trademarks hav1ng such relatlonshlp are called
t“_a55001ated trademarks and the system of reglsterlng these
;dptrademarks is called the assocrated trademark system. N

(2) ‘Requirements for registration of .associated. trademarks.

“In order to obtaln the registration’ of - assoc1ated
trademarks, it is necessary ‘to satlsfy the follow1ng

Wregistration reguirements

C) To ‘be within ‘the scope ‘similar-to- that of one's ‘own
reglstered trademark-" R TR

o If the assoc1ated trademark 1s w1th1n the SLmllar scope
for one' s own reglstered trademark », O confusion of or;gln
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“will ‘oceur.’

This ‘system”is’ for such occasion that ‘the

7 trademark oWner=Wants to-positively use the similar scope.

Slmllar scope to that of the reglstered trademark ls

'classrfled into three groups as follows."'

Fig. 1
S Goods Same Similar Same”eCOpelfor
“Trademarks\} ' 7 Joo registered
- BT ey et Y .‘:"::: trademark
Same THHIERIR BRGR S TR (exclu51ve right
— NPT BT .. to.use).
Similar J--A . .4 g e Srmllar scope for
—_— e LR ki ..l registered“trade-
mark - {rr?ht to

prohlblt

“-° In case where desxgnated goods for the assocrated

: “of “£he ‘goods. -

trademark ‘are the same as those covered by the reglstered
trademark and the trademarks are similar (A in Fig. 1);

"o In case whére tHe associated trademark 'is the same as

“ithe registered “trademark ‘and ‘designated goods are ‘similar
‘to thosé covered by the registered trademark (B in Fig. 1);
s 'In‘case where the associated trademark and designated

"rogoods arersimilar to ‘the ‘registered trademark ‘and >+ "

“designated 'goods covered. by the reglstered trademark,
respectlvely {Cin Flg. 1) '

As “to the same scope as that of the reglstered trademark,
no reglstratlon is allowed for preventlng dupllcatlon of

rights.

'S'mllar goods mean such goods as may cause confusron of

iorlgxn when'they are attached a same or srmllar trademark(s)

(Whether goods'are 51m11ar or not 1s de01ded totally taklng

into consideration some standards such as the same producer

‘However, these standards are not sufficiént

" and similarity of goods is, judged on the. basis of -the

“‘compiled by the" Patent Office:”

similar goods.

(as revised) for examination of similar goods .

-8imilar trademarks mean such trademarks as may cause -
confusion of origin when they are attached to same or
Slmllarlty 1s lelded 1nto three types,

"that is, smmllarlty of appearance, 51mllar1ty of sound and

':'srmllarlty of meanlng.‘

In Japan, empha515 is placed on
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similarity of :sound. When there exists.even one similarity
- of:the three, trademarks are deemed similar. Similarity.

of trademarks is judged on the basis. of the standards for

examination of trademarks compiled by the Patent Office. . -

C) To satlsfy general reglstratlon requlrements-

ER SR ‘As- associated trademarks have the: same effect as that of
;j_“_”“_ :J4?;ordlnary trademarks, 1t is _necessary, to satlsfy such

. x;fgeneral reglstratlon requlrements .as having ablllty to5?mﬂmwu'
: : discriminate own goods ‘from other ones (Sec. 3} hav1ng L

i . _regrstratron requlrements (sec. 4), etc.

_For example, an associated trademark similar to one s

f=own reglstered trademark may not be registered lf At has
‘1'no ablllty to discriminate own goods from other ones ‘or

SAf it is. srmllar to a registered trademark of any other

person.

”(2Y Procedures-”“'
In order to obtaln associated trademark reglstratlon,x

Tt is necessary to - flle appllcatlon for reglstratlon of
isan assocrated trademark '

J ,::fm In such case, the appllcant's own reglstered trademark -

3or trademark appllcatlon under pendlng whick has srmllarlty_
‘relatlonshlp must be clarlfled in the appllcatlon form. . . °

If the reglstratlon of a solltary trademark is rejected
through the examlnat;on_prooess by reason of its having* 7
similarity relationshipawith one's own registered trademark :

_{Violation of Sec. 7, Paraf1l; Sec. 15), the application
may be changed to appllcatlon for reglstratlon of . an. L

associated trademark.

; ST The application- fee for registration of associated

; .:u'trademarkris‘twicen(¥34,000);the fee for registration of . ;

: _solitary.trademark»(¥l?;000)._ ‘This is presumably owing. to
‘much time ‘and trouble” "fOEEhe examinatlon o

.-associated trademarks. .-

2)' COmparlson with® assocrated trademark systems '
' 1n nelghborlng countrles R

Assoorated trademark system is in force in the U K., Japan
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i-and other countries: having either of the legal systems of °

these two countries.

» Here;* the Japanese associated trademark

system and those of neighboring countrles are: shown in: Table

1 below.
Table 1
-Japan: - {South Korea| Taiwan Singapore 'Australia
S f-.same or | Goods | Goods | Goods of " |'Goods of
C°§e~° " |'similar. - | within within ‘same kind | same kind
goods goods . | same _isame class| (26} (36)
7 ' category o2y o '
Creation | May be May be
or disso- created or|created or
lution of| ... —: — - ‘|'dissolved. | dissolved
associa- | | by regis- | by regis-
tion ' trar's trar’s
AR recogni- recogni-
tien ticn
{(26) {36)
Isolation| Impermis~ | Impermis~ |Impermis— | Impermis- | Impermis-
and sible sible sible sible sible
transfer | (24 Q). ) (27) (28) (29). (37
Use 1 Recognized|'Recognized |RecognizZed| Recognized| Recognized
if other if other if other .jif -other |[if other
associated| associated |associated| associated| associated
| trademark | trademark [trademark | trademark | trademark
is used is used ' |is used | is used is used
_ (19 @ :2) (20) - 31y - -} -(29) (38)
Associa~ | Equal' - - |'Equal: Trademark,| Equal’ | Equal
tion (7 @} (12) subordi- (26) {36)
relation- e “jnate: o .
ship . . trademark,
{22; En-
. |forcement -
. |Regs. 3)
(Note)'*FigureSfin'parenthesesrrepresent Section numbers

in respective trademark laws. .

~“As ' khowr from the foregoing table, there exist differences

in terms of requirements of associated. trademarks, etc.: among

_the ceuntries.

reg:l.strar -] recogm.tlon.

"assoc1ated trademarks may -be’ created or dissolved by
On the other hand,

~Intwo countrles (Slngapore and Australla), ;

it is: common in

all the countries as to the point.that isclation and transfer

"_of associated trademarks are prohlblted and that use "of any
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3,.~Meritéfof the: Japanese Associated Trademark:System

(Principally from the Side of Applicants)

As the Trademark .Law aims-at.the protection of consumers
by..avoiding confusion of origin,. trademarks mutually associated
cannot be isclated nor transferred (Sec. 24, Para. 2).

Though the Japanese associated trademark’ system is’
restricted- in this point,iit hasfmeritsfas follows: ~

1) Expan51on of rlght to use and rlght to prohlblt

By v1rtue of creatlon of the trademark rlght, the
trademark ‘owner 1s granted a rlght to use the reglstered -
associated trademark on an exclu51ve ba51s (Sec. 25). .
This is advantageous to the trademark 0wner because he can
secure a right to use by registering in advance as to a scope

- similar to that of the registered trademark in order to meet
‘the necessity to modify his own-registefed trademark according
to changes in fashion, etc.

In addition, in Japan there are a variety of characters,
that is, hiragana (the cursive form of kana), katakana (the
square form of kana), kanji (chinese characters) and romaji
{method of writing Japanese in Roﬁan characters}. In this

"point, this system is useful to the trademark owner to secure
a right to use by registering in advance the trademarks shown
in characters of different kinds but having the same sound.

Meanwhile, as to trademarks similar to the registered
associated trademark, the trademark owner is entitled to
- prohibit other persons from using them {Sec. 37, Item'l).
This serves to expand the scope of right to prohibit and to
further prevent c¢onfusion of origin among the trademark owner's
goods and other person's goods. It is advantageous to the
trademark owner.:

2) .Easy maintenance of rights

‘”If“dﬁémﬁf”tﬂé”fé@igtéfédWMﬁfﬁéII?“ffﬁaéﬁﬁfﬁﬁWéﬁﬁﬁéiﬁféaww

iz being used, any.other trademark may be renewed even if

it is not in use (8ec. 19, Para. 2, Proviso Item 2).
'Moreover; in such use, any other trademark which is not
actually used will not be revocated even if the revocation is
demanded on the ground of non-use (Sec. 50). This is based
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P. 9
on the defensive' finction of associated trademarks and makes
it easy for the trademark-owner’to maintain his’ right.

s However, ‘thére is one point'to be noticed, namely;

mark is not always permitted even when one of trademarks
related to.the.associated trademark.isg being used.  This is
similar to trial .for revocation of trademarks not in use,
which is explalned in detall hereln below.l (See 6 2)

l

1

|

|

{
o -
“renewal of every ‘trademark related-to the ‘associatéd trade- - : r{

£

Flgure 2 shows an example of a famous trademark owned
by one of the leadlng pharmaceutlcal manufacturers in Japan
whlch uses effectlvely the above—mentloned merlts or the
_assoc1ated trademark system.
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4. Problems in the Japanese Associated Trademark System

The Japanese associated trademark system has many merits .-
as stated in Paragraph 3'abovéﬁ”bﬁt'théd$Ystem also involves
various problems.

The following shows such problems,'

B

1)  Increase in unused trademarks

e e S b A, e e A A e e P

Renewal of a trademark requlres a condltlon that the
trademark is being used. However,: an associated trademark
may be renewed if any other associated trademark is being
used, as stated above. This makes malntenance of rights easy
and "ig advantageous to the trademark owner. However, 1t
slmultaneously makes the number of unused trademarks: 1ncrease.
Thls is agalnst the purpocse of the Trademark Law 1ntend1ng to-
Vllquldate empty rights and-has resulted in narrowing- the o

scope of selectlng trademarks left to ‘third partles.

‘In partlcular, when a trademark - cons;stlng of a house
mark and’ a- character ‘mark is reglstered as an. associated .
trademark of a. trademark composed of the house mark only,
it is pOSSlble to renew the associated trademark if the
house mark is being used even when the character mark is not
being used. This produces grounds for a criticism that the

associated trademark system is abused as a technlque for
maintaining unused trademarks.

2) Complexity of examination practice'

Examlnatlon of appllcatlons for associated trademarks

KT: needs a search for other trademarks to be associated. This
‘makes ‘the examination practlce complicated and troublesome
and thereby ‘delay the examination. . -

3) Problem of kicking-out

The associated trademark Sjstem:ihvolves other problem

O EMRICking=outt... . Fox.. example, if one who owns. a trademark
"LON" files appllcatlon for a new trademark "SUPERLON", such
new "SUPERLON" will be registered as an associated trademark

~of "LON" because both are considered similar trademarks (as
the word "SUPER" represents quality of goods, the distinctive
part of "SUPERLON" is considered to be "LON"). However, in

184



P. 12

" this case if any other person owns a registered:trademark
"SUPERLON", " the new:"SUPERLON" will be rejected by reasen of
‘similarity with "SUPERLON".: This:is’because. such associated
trademark’ may be registered only in the case that i1t will not
conflict w1th-any-rlghts of other persons. '

reglstered trademark “SUPERLON" w1ll be IEJECted 1f he flles
'appllcatlon for a new trademark "SUPERLON" by reason of 1ts
similarity with "LON". G s '

Thus, both the parties‘cannot‘obtain'registration of the
‘trademark "SUPERLON" within'the ‘scope of 51mllar1ty of their
respectlve own reglstered trademarks. T B :

5. Consmderatmon on the Japanese Assoc1ated Trademark System

As stated above, the Japanese assoc1ated trademark system
has problems as well as merits, Therefore we consmder 1t
1mportant to make the best use of the merlts and to 1mprove the
system to the p0551ble extent on the bas;s of our proper '
recognltlon of the problems.\ o o

From this: po;nt of. v1ew, ‘we, con51der the p01nts to be
1mproved with respect to.the, system,, as. (follows:.., .. ..

1) Increase in unused trademarks

/It'is said the associated trademark system has caused a
VProblem:ofTincreaSe:in-unUSed‘trademarks,- But:such a:-trade-
mark:as an’ enterprise files an application for associated
' trademarks is‘an important trademark’' to the ‘enterprise),. so.
~it'is‘fatural’ that the' enterprise wants to secure:a right to
“use the trademarks similar to its own registered trademark:
and ‘intends to’ exclude other perscons from using- not' énly "the
“‘registered- trademark but also: similar: trademarks. = Thus, we
consider” lt somewhat unavomdable that: unused trademarks

increase., <"

However, in case of rehewai”df'a'tféééaar£”¢6555iﬁiﬁ§
both of ‘a house 'mark and''a character mark, ‘it is highly
‘probable that the associated trademark system would-be used
ds''a technique for maintairing unused trademarks. ‘In”
‘addition, & there ‘exists no'connéction between the ‘house
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mark-and the.character mark, unused. trademarks could increase
particularly. - It will presumably result.in narrowing.the. - _
scope of-selecting.trademarks left to third parties. .To. . : E”
»:-80lve this problem; in case of::renewal.of  such trademark . 5

containing both the house mark. and the.character:mark,: actual

use of the trademark contalnlng both the marks should be made
.a requSlte for renew1ng 1rrespect1ve of ex1stence of any
“other aSSOClated trademarks.

2) Associated trademark applications

There. are .many trademarks which have several tens to
more than.one hundred trademarks. . having asseciation relation-
'Ship with the trademarks. in- question.;'These trademarks . having
-such assoczatlon relatlonshlp are broadly classrfled 1nto the

' follow1ng seven groups:

Sounds are. srmllar,‘

_Appearances are, 51m11ar, . )
Trademarks are the same and desrgnated goods are srmllar,
Sounds are the same but characters are dlfferent ln klnd
To the characters with the same sounds other factor
“{device or- unreglsterable“characters) ‘be added;
Trademarks containing the same house mark; and

Others.

@@w@@@@@

-Among the foregéing, what. is originally intended to be
- covered by the associated trademark. system is considered (D),
C)rand-C),\-();iswattributablE;teathe.specialgcireumstange
in Japan: that we. have four:kinds of characters: to express one
- -same. sound, that is,ghiragana,‘katakana; kanji‘and:romaji as
explained above, aad;in‘addition, under. the present practice,
-use of the different charactersmfromgthe_registeﬁed,trademark
cannot be recognized_as,userof~the-registered trademark .even
if the .sound is the .same.: C)aand,()‘are-considered to be. . .
‘derived from the examination standards for associated.. ..

trademark appllcations in Japan.x

. ‘Accordingly, -as. for assocrated trademarks belonglng to
~().to.(),rtheuactual;state=of-reglstrat;on.shou;dsbe_analyzed
and studied.: On theubasisgof,sueh-ana;ysiS;anqhstagy,:tnee

.examination standards. should.be.reviewed.. We consider. this
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approach may greatly rationalize the number of associated.
trademark applications. Concretely,. for example, the scope
of rlght to use a trademark could be expanded to the “
-oharacters expressrng the same sound (1n hrragana, katakana,
kaniji and romajl) ) The proposed expan51on would brlng fio f

_dlsadvantage to thlrd partles because thELI sounds are the’

same and could resolve the below-mentioned problem of

: klcklngﬂout.

It is con51dered the review of the examination standards
will improve complexity of examination and thereby weaken the

problem of delay of examination. -

3) “"'The' problem of kicking-out -

" The problem of klcklng-out has dlfferent aspects depend—

”1ng on the standp01nts of two' 51des ‘of people who are 1nvolved
in the problem,'1 e. the side of appllcants for a55001ated
'trademarks and the- side of trademark owners who kick ocut such
_applications.” In-othéer-words ownersiwould comnsider it =
favorable: that associated trademark .applications be-rejected,
on’ the other 'hard, applicants consider such rejection .=~
unfavorable. However, to begin with, the Trademark Law

' “iaexcludes other persons from-using and registering trademarks
 falling within the stope of the owner's' ~ (Sec: 25;'Sec. 37,

Item 1), and thus the - problem of’ klcklng—out is considered

unav01dable.~~ S ) : ' e ' e
However, it is considered that registration of any

associated trademark of which ‘thé:sound and the meaning are

~ the same with those 'of His own reégistered trademark but is

expressed in characters of different kinds should be allowed,
even.if the,problem;of;kloking-out_may_oocur._.Since,sueh
case would not infringe upon other person's rights, rejection
of reglstratlon w11l be too severe to the trademark owner.

hwﬁglu Disputes .about . c0nt1nuatlon of the Japanese assocrated

trademark.system. ... .

There is an opinion-that-the“associated trademark system
should be dlscontlnued on the grounds that C) the system
protects trademark rlghts more excessrvely than necessary and
'deprlves other persons of freedom of selectlng trademarks and
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that (2) it uselessly makes examination and'registration
practice'troublesome”and complicated "as’stated ‘above.

However, the assocrated trademark system 1s popularly
used and the dlscontlnuance would probably glve rlse to .
dlsorder in the lndustrlal world. Thus, we con51der it  ff

should not be dlscontlnued. . ‘ 4 “_ *7  . %;-wﬁ%“

It is, in our OplnlOn, necessary to revise the Law and
_:_rev1ew the examlnatlon standards from the aforesald p01nt of
v1ew to solve the problems.

5) Changes in standards for similarity

Standards for examination:of- slmllarlty of trademarks;:
.,and goods are not fixed ones, but vary w1th the tlmes. Then,.
: assoc1ated trademarks judged 51m11ar to a certaln trademark

several years ago may thereafter be judged not srmllar. '

However, .under. the Japanese Trademareraw, once:a. .. -
trademark: is registered- as an associated, tradenmark, .the. ...

- association relationship . is not dissolved.even. when the-
trademark is: thereafter judged not - 51mllar according to: the
change of standards,“and;thus,.though the.association. ..

. relationship becomes- inconsistent, as.time.goes by the .trade-

mark -rights in-associated trademarks is .centinucusly. prohi-

bited to be transferred separately.~¢To,oope;with_this _
situation, changes should be made in the old assoeciation. -
relationships according to the. new standards for similarity.

;Incidentallyﬁ;in.Singaporeqand-Australiaz-associationr
relationship may -be created or,dissolved_byfregistrars as. . .
explained above, : '

6. Points-té be noticedin-Filing ‘Trademark - Appllcatlons
“In Japan from the United States - ' ' . : )

The fore901ng has explalned the Japanese assoc1ated
_trademark system:

Now the. paper show'

noticed in practically filing applications’for associated:
_trademarks in. Japan from the United.States.

1) Péintd to be noticed“in’ flllng appllcatlon

1 In Japan,_there are four klnds of characters as :"'_:'
' mentloned above. In flllng a trademark application’ for
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registration in Japan from the United States, it:is necessary
to confirm as to which kind of. characters the appllcant will
~Possibly use.in Japan.__ '

It is récommendable to file'an associated trademark. of
Japanese” transliteration-of- a‘ foreign-language:word. Because
“ithe- trademark owner'will not be entitled touse:exclusively '

the trademark consisting of other characters than.those for:.

the registered trademark even their scunds are the same,

under the present system. The applicant must separately file

another application for an associated trademark consisting of
~ said characters to be used actually.

2) .Points to be ﬁoticed in renewal or trial for cancellation

As stated above, easiness of maintaining associated
trademark rights is counted as one of the merits of the
Japanese associated trademark system. However, effective
use of the merit is limited to renewal of a registered
trademark only in the case that the associated trademarks
with respect to the registered trademark to he renewed are
‘used on the same designated goods as those of the registered
‘trademark. For example, in case of renewal of a registered’
trademark "ABCD" (designated goods : TV) which is not used
actually but the owner wants to renew, when there exists
another registered trademark “ABCT" (designated goods : radio
and TV) which is associated with "ABCD", "ABCD" may be renewed.
only when use of "ABCT" for TV in designated goods can be
proved. In other words, "ABCD" may not be renewed by the -
proof that "ABCT" is used only for radio.

Thus, if thé applicant wants registration of the renewal
by means of proving the use of the associated trademark, it is
necessary to confirm whethere the goods for which the asso-
ciated trademark is actually used are included in the
ods of the tered trad ark t be rene d.

d s;gnated

. This is similar in case of proving use of registered
trademarks by the actual use of associated trademarks therecof
‘when a trial for cancellation due to non-use of the registered
trademark is requested. - '
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“7ehiConelusion: w
" As stated herein above, since the Japanese associated ©°

trademark system has various merits, it is possible’ to  develop

trademark strategy effectively by making the ‘best use of the

L VS U VA S S SR

systemi On:the:other:hand; as the3system:has,some.problem;,b
it  is necessary to properly aise the system upon IECOgnitiOH'Of
the 'problems.. . gl
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H.S. ANTITRUST;GUIDELINfS:FUR INTERNATIONAL LICENSING:
. PIPA CoNFERENCE, TUGSON, ‘ARIZONA: .
0cToBER 4-6, -1989.

RICHARD B+ BRINK .. ¢,

oo+ THE UsS. ANTITRUST .UAWS ARE-THE:LEGAL EMBODIMENT OF OUR

NATION'S COMMITMENT TO.- A FREE MARKET :ECONOMY.. -WE 'BELIEVE THAT  THE

COMPETITIVE PROCESS ENSURES ‘THE:MOST EFFICIENT ALLOCATION" OF OUR. -
RESOURCES AND MAXIMIZES CONSUMER WELFARE, THE U.S. DERPARTMENT 0OF..
JusTice (“THE DEPARTMENT"), WHICH IS RESPONSIBLE FOR ENFORCING

THESE (LAWS; -FOCUSES :1TS RESOURCES ON:PROTECTING U.S. CONSUMERS

FROM ANTICOMPETITIVE CONDUCT. TO DO SO, IT IS SOMETIMES NECESSARY

TO REACGH:FOREIGN DEFENDANTS- AND.CONDUCT.THAT ARGUABLY :OCCURS: .

"OUTSIDE;THE TERRITORIAL LIMITS.-OF THE UNITED STATES. .

 C0NsIDERATJONS_OF@JNTEBNATIONALpCOMJTY MAY, - OF - COURSE,: REQUIRE-THE
DEPARTMENT. TO CONS]DER'THE{INTEREsTsrOEaQTHERgNATIONSgIHAT'MAX_;sg-
ALSO- HAVE. JURISDICTION: OVER’ INTERNATIONAL CONDUCT IN DETERMINING -

"WHETHER TO CHALLENGE THAT CONDUCT.::

. THIS PAPER WILL PRESENT SEVERAL HYPOTHETICAL SITUATIONS
THAT MIGHT ARISE FROM: INTERNATIONAL: L1CENSING PROGRAMS AND:DISCUSS
HOW THE DEPARTMENT WOULD PROBABLY VIEW THEM. [N DOING SO, HEAVY. .
RELIANCE HAS BEEN PLACED ON THE Novemper 10, 1988 GUIDELINES

PUBLISHED BY THE U.S. DEPARTMENT OF.JUSTICE, A COPY OF WHICH

e A PPEARS INT THE"NOVEMBER ~17:7: 1988 -SPECTAL SUPPLEMENTIOF  THE s

ANTITRUST & TRADE ReGuLATION -ReporT. ((¥oL, 55, No.:1381), AvAILABLE
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FROM THE BUREAU oF NATIONAL AFFATRS, INC., WASHINGTON; D.C. 20037.
PLEASE REALIZE THAT fHE SITUATIONS ‘DISCUSSED ARE ONLY
" HYPOTHETICAL, AND THAT SPECIFIC SITUATIONS MAY REQUIRE BOTH LEGAL

ADVICE AND SOUND BUSINESS JUDGMENT.

"“BECAUSE THE DEPARTMENT TENDS TO REGARD ITS ANALYSIS OF
JOTNT- VENTURE AGREEMENTS-AS ‘THE 'MODEL FOR ANALYZING ALL
INTELLECTUAL PROPERTY "AGREEMENTS, THE FIRST CASE CONSIDERED: WILL

BEA JOINT VENTURE.

"1, R&D JOINT:VENTURE.  THREE'OF ' THE LARGEST PRODUCERS OF

 X*MéTAL5[N”THE'UNTTED STATES, WHICH COLLEETIVELY "SUPPLY 50% 0F "
DOMESTiCVCGNsUMPTION~o#“X-METAu;fHAVE*ENTEREDixNToraﬂiAGREEMEN? e
WITH BETA CORPORATION, A'BRITISH COMPANY THAT- 1S ONE:OF THE
LARGEST 'PRODUCERS "OF X-METAL" IN“THE EEC. *NONE'OF THE PARTIES ~ '
SELLS® ANY' PRODUCT ' OTHER" THAN'X-METAL. ' BETA CURRENTLY SUPPLTES 103

..OF*THETX*METALftoNSUMEbfINﬁTHE?UﬂiTEDfSTATESQ“'X‘ORE'IS CURRENTLY"

THE ONLY SOURCE OF X-METAL. THE PARTIES PLAN TO ENGAGE IN JOINT ™

~R&D T10 PRODUCE X-METAL FROM CERTAIN SHALES LOCATED THROUGHOUT THE
WORLD." - EACH 'OF | THE  PARTIES, AS WELL AS SEVERALOTHER X-METAL
PRODUCERS, 1S “INDEPENDENTLY ENGAGED IN'LABORATORY RESEARCH

ACTIVITIES. %

THE  PARTIES WILL FORM'A BRITISH COMPANY TG CONDUCT THE "
“R&D;EACH PARTY OWNTNG 174 0F “THE “SHARES . ALL™OF EACH" PARTY" s~ R&D

ACTIVITIES DEVOTED TO PRODUCING X-METAL FROM SHALE: WILL BE :CARRIED

OUT BY THE NEW COMPANY. FEACH PARTY WILL PROVIDE PAST AND

PROJECTED COSTS OF PRODUCING X~METAL .FROM X~ORE.
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THE ‘NEW BRITISH COMPANY WILL SEEK TO..OBTAIN PATENTS. .ON

ANY NEW PROCESS IT DEVELOPS. -IT WILL GRANT.TO THE U.S. JoINT

VENTURE PARTNERS, ‘BUT -TO NO ONE ELSE, LICENSES TO ALL .PATENT .. ..

RIGHTS “AND ‘KNOW=HOW:.1N"NORTH AMERILCA.; BETA WILL .BE GIVEN SIMLLAR .

"RIGHTS IN THE UK., 'oTHER EEC:COUNTRIES; ,AND ‘ALL BRITISH

COMMONWEALTH ‘COUNTRIES EXCEPT CANADA. : BETA ALSO.AGREES .NOT TO.

SELL X-METAL PRODUCED ‘BY ‘THIS :TECHNOLOGY IN NORTH AMERICA., .

1N ANALYZING:THE: POSSIBLE -ANTITRUST. CONSEQUENCES OF THIS

AGREEMENT, THE DEPARTMENT WOULD UTILIZE A 4=STEP PROCESS, VIZ.,. ..

Does THE JOINT VENTURE OR ANY OF ITS RESTRAINTS

RESTRICT THE INDEPENDENT DECISION MAKING OF THE

‘:'PARTLIES. WITH. RESPECT TO PRICE OR QUTPUT?. .-

_TSZTHERE_LIKELY'TO-BE;AN«ANILCQMPﬁTITIVE_EFFEQT'}NLw

“ OTHER MARKETS: IN WHICH  THE: JOINT, VENTURERS ARE ACTUAL

T 0R. POTENTIAL COMREIlIORS?

:‘ARE' ‘THERE' VERTICAL NONPRICE RESTRAINTS -THAT WOULD. . ..

LTKELY.JHAVE. ANY: ANTICOMPETLTIVE .EFFECTST: . ... ...

“IF THE JOINT 'VENTURE WOULD -PROBABLY. HAVE SIGNIFICANT

=5~ANTIC0MPEJ]TIMEGEFFEGTSigAREHTHEﬁE‘EFFECTS;ﬁNHEN'

STICONSTDERED "CUMULATIVELY ;" OUTWETGHED BY 'PROCOMPET [ TIVE

EFFICIENCY BENEFITS?
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IN APPLYING THTS SCHEME OF ANALYSIS' TO'THE ‘SPECTFIC FACT
STITUATION, THE DEPARTMENT ‘WOULD FIRST DEFINE THE RELEVANT -R&D -
MARKET 'AND “IDENTIFY THE 'FIRMS THAT COMPETE TN .THAT :MARKET: :bT1s
‘SIGNTFICANT THAT SUCH F RS WOULD NOT HAVEITO BE COMPETITORS [N -
PRODUCING d§:§éLfINé*X£METAL;’NOR'WGULﬁfTHEY”NECE§sAR1LY BE ABLE .-
TO 'SELL THEIR ‘PRODUCTS IN 'THE UNITED STATES. “AS A RULE OF 5THUMB -
THE DEPARfMENf”éEEfﬁVEsfAu'AfoCdMPETrTIVE*E?FECTtrN AN R&D MARKET
1S UNLIKELY WHERE THERE ARE AT LEAST FOUR OTHER COMPARABLE R&D
EFFORTS UNDERWAY GR WHERE THERE ‘IS A SUBSTANTIAL POTENTIAL FOR

. SUCH EFFORTS. [N APPROPRIATE CIRCUMSTANCES; HOWEVER; A JOINT: .-

VENTURE THAT INCLUDED ALL OF THE COMPETITORS IN AN R&D MARKET

MIGHT BE NECESSARY.!

NEXT THE'DEPARTMENT WOULD ANALYZE OTHER MARKETS IN WHICH

COMPETITION AMONG THE JOINT VENTURE MEMBERS MIGHT BE RESTRICTED.
IN THIS CASE, BETA'S AGREEMENT  NOT TO SELL IN THE U.S.. X-METAL
SRODUCED FROM' ‘SHALE AND THE! PARTIES' AGREEMENT TO PROVIDE COST
DATA WOULD BE CONSIDERED. THE AGREEMENT WOULD' BE' SCRUTINIZED TO
SEE IF IT WERE MERELY A DISGUISE OF A NAKED AGREEMENT TO RESTRICT
COMPETITIGON IN THE SALE OF X-METAL. = ASSUMING THAT THE DEPARTMENT
WAS SArisﬁrEﬂ'TH#T”THE“AGREEMENTtwns.nor=A MERE' SHAM, 1T WOULD
SEEK TO DETERMINE THE LIKELY COMPETITIVE EFFECTS OF THE LICENSE
RESTRICTTONS TN THE ‘RELEVANT. X=METAL ‘MARKET, FOCUSING ON THE

 ELIMINATION ‘OF THE ‘COMPETITION THAT ‘WOULD HAVE:'OCCURRED IN THAT

R ARKET WITHOUT “THE IO TN T " VENTURE “AND “L'TCENS TNG ARRANGEMENT s~ ~THE:
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EFFECT -0F BETA'S :EXITING THE :MARKET WOULD.BE CONSIDERED. THE
AGREEMENT.WOULDrBEwREVIEwED;To,SEE,THAFAPHEREANAS,ADEQUATEHMEANS;;
TO PREVENT EACH:OF THE PARTNERS:FROM BECOMING PRIVY TO THE :OTHERS
COST DATA,; ‘WHICH MLGHT ;POSE-A_SIGNIFICANT: RISK OF ANTICOMPETITLVE .

SPILLOVER. «: 7 u” R 3;7 P

- IF; AFTER APPLYING:THE FIRST THREE STEPS OF THIS
ANALYSIS, IT APPEARED THAT NO ANTICOMPETITIVE EFFECTS WERE LIKELY;
THE ‘JOINT VENTURE WOULD NOT BE CHALLENGED.  IF, ;ON THE OTHER HAND,
THE POSSIBILITY OF “ANTICOMPETITIVE EFFECTS WERE-DETECTED, THE, .. -
DEPARTMENT 'WOULD:STILL :NOT AUTOMATICALLY :CONDEMN.THE JOINT-VENTURE
IF SUCH ANITCOMPETITIVE EFFECTS/WERE OUTWEIGHED BY . RROCOMPETITIVE:
EFFECTS. :EXEMPLARY. PROCOMPETITVE EFFECTSINCLUDE THE DEVELOPMENT.
OF : NEW.: TECHNOLOGLES ;= PRODUCTS: AND:PROCESSES . THAT ‘WOULD - OTHERWISE:
 NOT:BE AVAILABLE AND:THAT:COULD SUBSTANTIALLY IMPROVE THE-z:.:;
EFFftIENCYﬁoﬁrFIRMS%SERMJNG;U.S.aCDNSUMERS;,QTHE;GREATERVIHE;COSTJ
oF R&D RELATIVE TO A SINGLE FIRM'S BUDGETARY LIMITS, THE GREATER.:

THE LIKELIHOOD OF SUCH PROCOMPETITIVE BENEFITS.

- RESTRICTING THE:VENTURERS' ABILITY. TO ENGAGE: IN. -t °

COMPETING R&D MAY BE:REASONABLY NECESSARY TO- AVOID- THE. THREAT. THAT
A VENTURE MEMBER WOULD- “FREE RIDE".ON-THE VENTURERS' EFFORTSw: THE
LICENSE RESTRICTIONS: COULD, ALSO INCREASE:EFFICIENCY. BY MAXIMIZING

THE INCENTIVE . TO. INVEST- IN THE. JOINT R&D JIN:THE FIRST PLACE..
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. "AUTOBLASS ¢

CORPORATION IS'A LEADING - MANUFACTURER OF “WINDSHIELD "AND:OTHER ./ .~

AUTOMOBILE GLASS; WHICH IT SELLS THROUGHOUT THE WORLD. [T 'HAs’

1NVENTED'A@NEWJSCRATCH-RESISTANT*TRANSPARENT‘COATING'(AGPLEX) FOR *

'SUCH GLASS AND PATENTED IT THROUGHOUT THE WORLD. AUTOGLASS HAS®
GRANTED AMER-EYE (oNE oF SEVERAL U.S. SAFETY EYEGLASS
MANUFACTURERS) AN EXCLUSIVE FIELD-OF~USE LICENSE UNDERITs U.S.
PATENT. “THE LICENSE FOREIDS AMER‘EYE*FROM'MAKP&G*AND SELLING "I~
SAFETY’EYEGLASSES‘COATEan!TH:ANY“OTHER'MATERPAL. "AMER-EYE MAY 1 ¢
. CONTINUE TOMAKE ‘AND SELL ‘UNCOATED 'EYEGLASSES ANYWHERE IN: THE '
WQEED,“PAYING ROYALTY BASED ON' ITS TOTAL UNIT SALES ‘OF SAFETY" " i
EYEGLASSES, COATED AND' UNCOATED;, ~AUTOGLASS ‘GRANTSBRITisn OpTics:
VAN*EXCLUSXVE LTCENSE TO!MAKE AND SELL AGPLEX-COATED SAFETY. GLASSES
THROUGHGUT”THE{EEC;*ROYALTYﬁpnovIsrons“BE{NG“PARALEEt T THOSE" IN:
THE AMER-EYE CTCENSE. 'BRITISH OPTICS,; WHICH!SUPPLIES 5% 0F THE ¥
U.S. SAFETY EYEGLASSES, WAS DENTED A LICENSE UNDER.THE:U S s

PATENT, 7 =07

*EXPRESSED' SIMPLY, VERTICAL RESTRAINTS ARISE IN' AGREEMENTS BETWEEN

. A"MANUFACTURER AND A WHOLESALEROR RETAILER," EiG., WHERE THE @ % %

LATTERAGREES TO SELL ONLY IN CERTAIN GEOGRAPHICAL' AREAS OR. ONLY
TO SPECIFIC CUSTOMERS;T¥INECONTRASTJ-HleZONWALVRESTRAinrs:ARI@E'f

WHEN DIRECT COMPETITORS' AGREE TO' DIVIDE ‘A’ MARKET ALONG

R R C R

CEGEREPHTCAL U TNES T
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[N CONSIDERING: FHIS:FACT "SITUATION, THE DEPARTMENT WOULD
FIRST CONCLUDE THAT. THE LI'CENSES:CONVEYED PROPERTY OF SIGNIFICANT:

VALUE AND WERE NOT MERE: SHAMS:. THE DEPARTMENT ‘WOULD NEXT :QUICKLY.

- DETERMINE THAT THE LICENSES DID NQOT RESTRICT HORIZONTAL :--=::.

COMPETITION BETWEEN AUTOGLASS AND ITS LICENSEES. SINCE NEITHER
AmER-EYE NoR BRITISH OPTICS IS UNIQUELY ABLE'TO DEVELOP’
COMPETITIVE COATING TECHNOLOGY, THE LICENSES WOULD NOT- ACT. TQ::
DISCOURAGE THEM FROM DOING 50; OTHER PERSONS WOULD, OF*COURSE, BE..

FREE 7O  DO-SO. =

WITH RESPECT TO OTHER MARKETS, AUTOGLASS DOES NOT
COMPETE WITH EITHER AMER-EYE oR:BRITISH OPTICS.. THE LOSS OF
POTENTIAL COMPETITION FROM AUTOGLASS “IN.THE SAFETY EYEGLASS MARKET
WOULD BE CONSIDERED' UNIMPORTANT, THERE BEING NO INDICATION THAT::

AUTOGLASS‘WbULD=ENTER-TH]SﬂMAPKET AN THE ABSENCE OF - THE-L1CENSES."

No. VERTICAL RESTRAINT PROBLEMS ARE SEEN.  THERE::BEING NO

‘SUBSTITUTE FOR AGPLEX, 'VERTICAL LICENSE: RESTRICTIONS-WOULD NOT.:* -

“FACILITATE COLLUSION- AMONG COMPETING TECHNOLOGIES. - THE GRANT OF: .

THE EXCLUSIVE LICENSE TO AMER-EYE WOULD NEITHER ENABLE “AUTOGLASS: -
TO HELP POLICE A CARTEL AMONG AMER-EYE AND OTHER SAFETY EYEGLASS

MANUFACTURERS NOR. MAKE IT EASIER:FOR THEM:TO REACH -AGREMENT.

- "THE 'L1CENSES: DO NOT EXCLUDE ‘NEW .TECHNOLOGIES: THAT WOULD

COMPETE "WITH " AGPLEX FROMVENTERTNG THE MARKET, NOR DO THEY, HAVE ANY

EFFECTWON7THEVABYU[TY.DF=MANUFACTURERSVDFﬂNONTCOATED'EYEGLASSES T0

COMPETE.
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“#THE REQUIREMENT THAT THE -LICENSEES NOT USE COMPETING

TECHNOLOGIES TO COAT SAFETY EYEGLASSES 'SHOULD GIVE - THEM A STRONG
INCENTIVE TO DEVELOP THE AUTOGLASS TECHNOLOGY AND MARKET 1IT:

_ AGGRESSIVELY: " "

THE DEPARTMENT (1S USUALLY NOT CONCERNED 'WITH ROYALTIES: .

OR THE: BAS1S ' ON WHICH THEY:ARE MEASURED, REASONING:THAT:LICENSEES:

WILL. PAY FOR LICENSED TECHNOLOGY 'NO MORE THAN THEY THINK:IT:I§.::-
" WORTH. ROYALTY BASED ON BOTH COATED AND UNCOATED EYEGLASSES: MAY:

BE SIMPLER FOR THE LICENSEES TQ CALCULATE.

S16MA-CORPORATION, “A U.S. FIRM, 1S THE SECOND LARGEST SELLER OF -
PRODUCT X IN:-THE:UNITED STATES. ZETA CORPORATION; A JAPANESE
FIRM, 1S THE“LARGEST SELLER:0F X IN JAPAN. SIGMA AND ZETA EACH

P0SSESS BOTH U.S. AND JAPANESE PROCESS PATENTS COVERING CERTAIN

TECHNOLOGIES  THEY USE TN MANUFACTURING-X. ZETA:DOES: NOT SELL
SIGNIFICANT AMOUNTS OF X-'IN THE-U.S., AND SIGMA DOES NOT CURRENTLY
SELL STGNIFICANT AMOUNTS OF X :IN JAPAN. - NEITHER COMPANY PRODUCES:

ANY.PRODUCT OTHER® THAN X.°

. SIGMA AGREES TO GRANT TO' ZETA THE EXCLUSIVE RIGHT TO
PRACTICE SIGMA’S JAPANESE PATENTS, AND ZETA AGREES TO GRANT To
STGMA THE: EXCLUSIVE 'RIGHT TO PRACTICE ZETA's. U.S.. PATENTS. IF
”fZEfKTMWKE@WﬁkfﬁﬂrEﬁTrMPﬁOVEmENTSMON?STBM%*SﬁTEGHNOEOGY?“rTﬁweasssvﬁww*
70 ASSTGN THE UaS;*RIGHTS=T01SXGMA;“SIMILARLY,‘IF S{GMA MAKES : .=

PATENTED IMPROVEMENTS ON IETA'S TECHNOLOGY, IT AGREES TO ASSIGN

THE JAPANESE RIGHTS TO.ZETA. IT IS FURTHER AGREED THAT IF EITHER
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MAKES -AN IMPROVEMENT -ON - ITS OWN TECHNOLOGYJgITEWILF.GRANT AN

EXCLUSIVE LICENSE:TO THE OTHER PARTY. TO PRACTICE THE .IMPROVEMENTS

IN THAT PARTY'S HOME COUNTRY.. FINALLY, .THE PARTIES AGREE NOT TO ..

SELL X MADE WITH LICENSED TECHNOLOGY IN THE OTHER'S HOME COUNTRY,

: + - GENERALLY SPEAKING, CROSS LICENSES ARE CONSIDERED PRO-
RATHER THAN ANTIZCOMPETITIVE. ASSUMING THE PRESENT AGREEMENT IS
NOT A SHAM, THE DEPARTMENT WOULD FOLLOW THE LINE.OF REASONING USED

- IN THE PRECEDING CASES.

...  FIRST, THE DEPARTMENT WOULD DEFINE THE RELEVANT MARKET
IN WHICH THE TECHNOLOGIES OF S1GMA AND [ETA COMPETE AND IDENTIFY. -
ALL- OTHER TECHNOLOGiES=THAT-AR§~FUNCIJQNAL SUBSTITUTES FOR. .
PRODUCING X OR REASONABLE SUBSTITUTES FOR X. MARKET SHARES WOULD.
THEN BE ASSIGNED TO THESE TECHNOLOGIES. AN ACQUISITION BY SIGMA. .
OF ZETA'S TECHNOLOGY MIGHT BE ANTICOMPETITIVE IF. THERE. WERE ONLY. A
VERY FEW1CLO$E,SUB$TITUTE§rFORLTHAT TECHNOLOGY. [F S0, THE . .
LICENSING SCHEME-WQULD.BE:REVJEwEDNAngoﬁwHETHER;1T;yguypfcagangﬁ
ENHANCE, OR FACILITATE THE EXERCISE OF MARKET POWER, [HE .
POSSIBILITY  OF COMPETING TECHNOLOGIES® ARISING WITHIN THE.NEXT. TWO

YEARS WOULD BE CONSIDERED,

NEXT THE DEPARTMENT WOULD CONSIDER WHETHER.ELIMINATING

ACTUAL OR POTENTIAL COMPETITION BY ZETA. IN THE SALE OF X IN THE

OF X IN THE U.S.) THE: ABILITY..TO REDUCE. QUTPUT . AND RAISE THE PRICE

OF X 70 U.S. CONSUMERS.  SINCE SIGMA. IS THE SECOND LARGEST.U.S,

MANUFACTURER, THIS SEEMS UNLIKELY.

201




-10-
THE EXISTENCE ‘OF VERTICAL RESTRAINTS (THE ‘FACILITATING
OF COLLUSION OR THE EXCLUSION OF COMPETITORS) WOULD HAVE BEEN

DETECTED IN ONE OF THE PRECEDING STEPS. = =

THE GRANTBACK FEATURES HERE APPEAR TO BE PROCOMPETITIVE,
ENABLING THE PATENTEE TO"AVOID HAVING ITS TECHNOLOGY 'OESOLETED AND
BEING BARRED FROM USING THE NEW TECHNOLOGY. THE 'SAME 1§ TRUE OF °
THE AGREEMENT BY THE LICENSOR TO CONVEY THE RIGHTS To FUTURE

IMPROVEMENTS.

4. Know-How TecHNOLOGY TRANSFER AGREEMENT WITH SPECIFIC

TERRITORIES. " GAMMA CORPORATION.1S A SMALL MASSACHUSETTS .
CORPORATION POSSESSING' VALUABLE UNPATENTED KNOW-HOW THAT 1T USES-
TG 'PRODUCE PRODUCT X. GAMMA PROPOSES TO ENTER INTO A°20-YEAR 1
TECHNOLOGY TRANSFER AGREEMENT WITH DELTA CORPORATION, A"

‘ WELL FINANCED MULTINATIONAL "GERMAN FIRMJ "UNDER WHICH GAMMA WILL

CONVEY 175 KNOW=HOW To DELTA, DELTA DOES" NOT' CURRENTLY PRODUCE X,
BUT IT DOES PRODUCE CLOSELY' RELATED' PRODUCTS AND WOULD LIKE TO'
seLL X IN'THE EEC. "DELTA WILL AGREE NoT To SELL!X In‘THE U.S., N0
MATTER WHAT THE TECHNOLOGY USED TO PRODUCE 1T, DURING THE TERM OF' .

THE AGREEHENT.

GAMMA - 1S NEGOTIATING A SIMILAR AGREEMENT WITH EPSILON

CORPORATION, A LARGE JAPANESE CONGLOMERATE THAT CURRENTLY PRODUCES

CXTBUTWHOSE TECHNOLOGY HAS ENABLED “I'T 10 0BTATN ONLY A" SMALL SHARE

OF THE JAPANESE MARKET. "EPSTLON, WHICH BELIEVES THAT GAMMA's -

TECHNOLOGY WiLL INCREASE' 1TS EFFICIENCY AND IMPROVE THE QUALITY OF

X 1T PRODUCES, INSISTS THAT DELTA BE ‘BARRED FROM SELLING X IN
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JAPAN, "AUSTRALTA; AND-EASTASIA, NO-MATTER WHAT THE TECHNOLOGY -

USEDTO ‘PRODUCE 'IT.% '

U HERE-THE "DEPARTMENT WOULD ‘FIRST “HAVE ‘TQ ‘ESTABLTSH THAT « -
. THE KNOW-HOW IS OF NONTRIVIAL ECONOMIC VALUE; OTHERWISE THE
AGREEMENT MIGHT BE MERELY A SHAM INTENDED TO RESTRICT QUTPUT AND

RAISE THE PRICE“OF X. ‘SINCE EPSIUON ‘BECIEVES THE TECHNOLOGY WILL

IMPROVE ITS EFFICIENCY, THE NONTRIVIALITY IS APPARENT. -

SAUAY U THEYEXCLUSTONCOF EPSTLON ‘FROM THE 'U.S. ‘MARKETPLACE WOULD
PROBABLY “BE “CONSIDERED "ANTICOMPETITIVE:TF  THERE WERE “NO MORE ‘THAN '

ONE OTHER-‘SUPPLIEROF Xj ‘IT .WOULD PROBABLYCNOT BE® SO CONSIDERED-IF

 THERE WERE-NUMEROUS SUPPLTERS. - “SINCE “EPSILON"S “OWN TECHNOLOGY 7%

APPEARS TO BE DISTINCTLY'INFERIOR, THE EXCLUSION WOULD PRESUMABLY
NOT BE ANTICOMPETITIVE. THE TERRITORIAL RESTRICTION ON
COMPETITION BETWEEN DELTA AND EPSILON WOULD NOT APPEAR TO HAVE ANY
DIRECT, SUBSTANTIAL; OR-REASONABLY FORESEEABLEEFFECTON U.S.
COMMERCE" AND WOULD' THEREFORE' NOT BE ANY CONCERN-OF THETU.Su: iin

CANTITRUST LAWS. "

A 'CONSTDERATION OF VERTTCAL:RESTRAINTS WOULD APPARENTLY
SHOW THAT' ANY THREAT OF COLLUSTON WOULD' HAVE BEEN"DETECTED IN®
PREVIOUS STEPS OF ANALYSIS. PROHIBITING DELTA AND EPSILON FROM

SELLING X IN THE U.S. WOULD NOT SEEM TO RESULT IN.THE _ .

“ANTTCOMPETTTIVE “EXCLUSTON “OF “COMPETTTORS OTHER EXTSTING CAPACTTY

APPARENTLY BEING AVAILABLE.
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v A8 BEFORE, -OFFSETTING ‘EFFICLENCY .WOULD BE ;CONSIDERED ...
ONLY IF THE PRECEDING STEPS HAD SHOWN AN ANTICOMPET[TIMEfEFFECTﬁ?_.
HERe, RESTRICTING U.S. SALES OF X BY EPSILON WOULD ENCOURAGE GAMMA
TO TRANSFER:LTS TECHNOLOGY, :WHICH 1T WAS UNDER 'NO:-OBLIGATION TO

Do.

CORPORATION, A-MAJOR U.S. CHEMICAL .COMPANY IS-THE SOLE U.S.:0 -
'PRODUCER OF PRODUCT X, AN ARTIFICIAL FIBER POSSESSING UNIQUE AND
VALUABLE +PROPERTIES. 'KAPPA .OWNS A U:S. PROCESS PATENT COVERING
I1TS: TECHNOLOGY ‘FOR PRODUCENG X.  LAMBDA; A SMALL-ITALIAN SPECIALTY
CHEMICAL ;PRODUCER,+HAS -DEVELOPED A NEW, ;LESS EXPENSIVE PROCESS OF .
MAKING Xi: LAMBDA’S NEW PROCESS WILL PERMIT 'IT TO SELL.X.: -
PROFLTABLY IN :THE U.Ss, AT:APRICE LOWER: THAN KAPPA-CAN PROFITABLY
OFFER, '

| . WORRIED"THAT:LAMBDA'S IMPORTS: WILL SIGNIFICANTLY
THREATEN KaPPA's:U.S. SALEs-oE Ki KAPPA:FILES AN ACTION..UNDER: ..~
SECTION 337* oF THE 1930 TARIFF ACT TO PROHIBIT THE IMPORTATION-OF
LAmMBDA's X INTO THE U.S., ALLEGING THAT LAMBDA'S PROCESS IS
COVERED;BY:KAEPAszUmS;vPRQCESS{PAIENT;; KAPPA'S. TECHNICAL STAFF

HAS ADVISED MANAGEMENT THAT LAMBDA’S.PROCESS: IS:CONSIDERABLY:

A9 ST 0 S 13375 SEERPPENDIXC T
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DIFFERENT FROM, AND OUTSIDE THE SCOPE OF KAPPA'S PATENT.
MANAGEMENT NEVERTHELESS. FILES THE ACTLON, HOPING THAT IT WILL
THEREBY DETER LAMBDA, AND PERHAPS ULTIMATELY OTHERS, FROM

ATTEMPTING. TO COMPETE.:

vooapo IE KAPPA HAD A REASONABLE BASIS FOR.BELIEVING.ITS .
PROCESS, PATENT COVERED LAMBDA'S PROCESS, FILING THE SECTION 337
AGTION. WOULD NOT BE ANTICOMPETITIVE. IN CASES SIMILAR TOTHIS, ..
HOWEVER, THE_ACTION HAS BEEN HELD TO-BE "A MERE SHAM TO COVER WHAT
IS ACTUALLY NOTHING MORE.THAN. AN ATTEMOPT TO .INTERFERE WITH.THE
"BU_SI,NESS RE'LATIONS.OF A COMPETITOR,” AND MIGHT BE HELD TOV!OLATE

SECTION 2 OF THE SHERMAN AcT.

- SUMMARIZING, THE U.S. DEPARTMENT OF .JUSTICE 1S CHARGED. .
- WITH ENFORCING. THE U:S.: ANTITRUST LAWS.. ALTHOUGH 'IT.1S. SOMETIMES.
NECESSARY:TO REACH.FOREIGN DEFENDANTS, THE.DEPARTMENT.IS NOT .. .

GONCERNED WITH ANTIGOMPETITIVE ACTIONS.THAT.DO.NOT. IMpACT U.S.. .

 CONSUMERS .~ [N CONSIDERING.WHETHER,A GIVEN SITUATION.VIOLATES THE.

U.S. ANTITRUST. LAWS,.THE DEPARTMENT FOLLOWS AN ORDERLY METHOD OF .

ANALYSIS, ..

205




THE SHERMAN Act (15 U.S.C.A. §§1-7) ‘1S ‘THE CORNERSTONE
"oF U.S. ANTITRUST LAW. SECTION 1 PROWIBITS CONTRACTS,
._COMBINAfﬁ6N§;1Aﬁﬁj66N§ﬁfRAéfé§ “YN RESTRAINT OF TRADE OR COMMERCE
© AMONG THE'SEVERAL STATES, OR WITH FORETGN'NATIONS.” 'SECTTON 2% "
:PROHfoTSfﬁoﬁﬁﬁétiiATiﬁﬁ; AfTEM#?S"T&*hUNB#BLLzE; AND CONSPIRACIES

TG MONOPOLIZE. ~"UNREASONABLE" 'VIOUATIONS MAY BE PROSECUTED AS" "~

VIOLATION.

THE CravTon Act (15 U.S.C.A. §§12-27) EXPANDS ON THE
SHERMAN"ACT. "SECTION'7 'PROHIBITS A'MERGER OR' ACQUISTTION OF
STOCK "OR"ASSETS ' "WHERE IN ANY L INEZOF'COMMERCE OR™INANY ACTIVITY"
AFFECTING COMMERCE TN ANY 'SECTION GF 'THE"COUNTRY; THE EFFECTEOF "+
SUCHACQUISITTON MAY BE SUBSTANTIALLY To LESSEN'COMPETITIONS OR'TO

TEND TG CREATE A MONOPOLY.” "SECTION 3"PROHIBITS LEASING® OR 777"
SELLTNG ‘PRODUCTS ‘FOR USE, CONSUMPTION; “OR RESALE WITHIN® THETUNITED
STATES, OR FROM IN ANY WAY FIXING THE PRICE OF SUCH PRODUCTS] ON'A
CONDITION, AGREEMENT, OR UNDERSTANDING THAT THE LESSEE OR
PURCHASER WILL NOT USE OR DEAL IN THE PRODUCTS OF ANY COMPETITOR
OF THE LESSOR OR SELLER IF THE EFFECT MAY BE “TO SUBSTANTIALLY

LESSEN COMPETITION OR TO TEND TO CREATE A MONOPOLY."
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: - THE HART-ScorT-RoDING ANTITRUST IMPROVEMENTS AcT of 1976
'(15 UsS.CoA §812,-15¢-156,. .16, 18A,. 26,66, 1311~1314;. .. ..

18 U.S.C.A..-§1505;.-28 -U.S.C.A. $1407) PRovIDES. THE DEPARTMENT AND.:
THE FEDERAL TRADES.:COMMISSTON. (FTC). WITH SEVERAL -PROCEDURAL
'BEVICEQ.T0$FAC1LJTAJE'ENFORCEMENT;QF:{HEKANT}TRUSIELAHS;ﬂJIH;gﬁ
RESPECT TO ANTICOMPETITVE MERGERS AND ACQUISITIONS. NoTi1FICATION -
oF THE DeEPARTMENT AND THE FTC, AS WELL AS PRESCRIBED_WAITING.

PERIODS ARE PROVIDED FOR.

- THe NationaL COOPERAI}VE ResearcH Act ofF 1984 (NCRA),
(15 UlS.C.A. §4%01 ET SEQ@) CLARIFIES APPLICATION of THe U.S.

ANTITRUST LAWS TO JOINT RESEARCH AND DEVELOPMENT (R&D) acviviTies.

THe WesB-Pomereng Act (15 U.S.C.A. §8061-65) prOVIDES A

LIMITED ANTITRUST EXEMPTION FOR THE FORMATION AND OPERATION OF
ASOCIATIONS OF OTHERWISE COMPETING BUSINESSES TO ENGAGE IN

COLLECTIVE EXPORT SALES.

!

" THe ExpoRT TRADING ComPaNY AcT of 1982 (THE “ETC” Act),
(15 U.S.C.A. §54001-4003) 1s DESIGNED TO INCREASE U.S. EXPORTS oOF
G0ODS AND SERVICES BY ENCOURAGING MORE EFFICIENT PROVISION OF
EXPORT TRADE SERVICES 70 U.S. PRODUCERS AND SUPPLIERS, BY REDUCING

RESTRICTIONS ON TRADE FINANCiNG, AND BY CLARIFYING THE APPLICATION

TOF TTHE ANTITRUST LAWS TO U,S.TEXPORT TRADE. 7
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.I;IJTHEaIQSO”TARIF? ﬁtT;(l9vU;S-C;A;Z§1337)TFébVIﬁES, AMONG

OTHER THINGS,  THAT IT 1S UNFATR COMPETITION TO IMPORT INTO THE

UNTTED ‘STATES “ITEMS COVERED BY A “VALID U.S. PATENTOR MADE BY A
PROCESS COVERED BY SUCH A PATENT. A GREATLY'COMPRESSED -TIME FRAME
IS PROVIDED ‘FOR' PROSECUTION 'OF "AN ‘ACTTON 'FOR SUCH UNFAIR ™’

COMPETITON.
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P. 1

on Gu1dllnes for Regulatlon of Unfair Trade ‘Practices.with

respect to Patent and Know how LlcenSLng Agreements (#l)

‘J"éﬁanésec'roué; Committee No. 2

Subcommlttee A

- Masaharu FUKUMA

- -Nobuo. SUGIURA,

' Yasuyuki KISHI

" Minboru TAHARA
i+ - Kelso. KONQ. . ‘

;"Seikoh‘NAGANUMA

Nippon Telegraph and Telephiofie Corp.
.Toyota Motor Co., Ltd. . ..

Nissan Motor Co., Ltd.’

Fuji Heavy: Industrles, Ltdw

Fujitsu, Ltd.... . _
Mltsul Petrochemlcal Industrles,”Ltd.

e es b ae L éF w8

Abstract

e Japan s Falr Trade Comm1351on rev1ewed lts
"Gu1de11nes for ‘International Technology .

;v Introduction Agreéments " (published’on"May: 245"
1968 and hereinafter referred. to.as "1968. .. ...
gurdellnes ) for the first time in twentj years"
in view of the rapid technology. innovation: and:

Ltlncrea51ng importance of- technology in, economy.

' 'The Commission established "Guidelineés for

s Regulation of Unfair Trade Practices withi respect:::

...to Patent and: Know-how Licensing.Agreements..... ...
" {published on February 15, 1989 and hereinafter =
referred to as "1989 Guidelines™). We report

-here on the process of formulation  and outline
the 1989 Guidelines. We wish to acknowledge
assistance: by* Subcommittee:No. 1l of License’
Committee of the Japan Patent Association for

~making available' to us”the reference materials?.
and allowing us to-usé the annexed table.

_ l Process of Establlshlng 1989 Guidelines
{1} Establishing study group on technology transfer, etc.

-7 Palr Trade CommlsSLOn ‘established a stidy group on

L R R R R R I R I e I B R R R R I R I I I I I S

*

Tokkyo:Kanri, p. 465, No. 4, Vol. 3%9: / "Re"Guidelines for
Regulation of Unfair: Trade Practices with respect to Patent
and Know-how Licensing Agreements". =
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p. 2

, technology :transfers, etc*f within its Executive Bureau in
October, 1986, which has, studied the problems 1nvolvxng -
technolgy transfer’ under the Antl-Monopoly Act’ and ‘the -
policies for fair competition by holding twenty,three_atudy

meetings.
(2) Publication of "Technology Transfer and Anti-monopoly
: Act" : Can . . : .
' In July, 1988, the Study Group publlshed an 1nter1m

SRS

report entitled: “Technology Transfer and Antl-monopoly Act"
,(herexnafter "Interlm Report ') based on the result of their
studles of unfalr trade practlces, unfair trade restrlc—
tions and private monopoly in order to SpélelCally
establish the consistent handling of technology transfers
in Japan and’ ab:”adlunder patent, know—how and software

license:. agreements by conSLderlng procedures at various
forelgn and’ 1nternat10nal organs.‘S e '
(3) Guldellne proposal '

The Executlve Bureau of the Falr Trade Commxssxon
presented: thelr draft for "1989 Gu1de11nes“-t0 related
organizations on'September 29, 1988 which wad prepared

- s s e malv e, occnnlﬁoo-'-.n-o---"--..-'-o.-o----{‘a._-uuco'--o-ooo

-**Study Group .on. Technology Transfer, etc.:#? -

Chalrman.,Aera NEGISHI ) Professor, Faculty of Law
‘ - : Un;versxty of Kobe:

Members : Kensuke NORICHIKA: General Manager in Charge of
v . —~——" " Patents, Toshiba Corporation
: -{President of PIPA.Japan -
' Group)

-;Toshifumi-HIENUKI:vProEessor, Faculty of- Law,
Kanazawa University

”“”ﬁg1f§;g§g§§§““”””?“ééﬁéfai“ﬁaﬁagéf”aha”b{rectar
N of Teijin Corporatlon, (PIPA
Counsel) ‘

: Nobuo -MONYA .- = Professor,,Faculty of: Law,
Gt ST Se1ke1 UnlverSLty SRR

Takashi YOKOKULA(; Professor, Faculty of Economzcs,
Musashi University
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.P‘ 3
‘along the thinking: contained .in the Interim Report and the

‘Commission "asked for opinions of‘ those concerned. - -

22.-0utline of 1989 .Guidelines
2-1 Characteristics: . A ;
(1) Definition of unfair trade practices under::know-how:-

- license agreements

While :the :1968: Guidelines: cla551f1ed the -typesi of:
unfalrntrade“practzcesﬁunder=patents_(xncludlng=ut111tyw
models) in Paragraph 2, the 1989quidelineshdefinédvthepr
types of unfair trade'practices for know-how licenses in

the same detail as for. patent. casesg. "

- They however excluded software: lxcenses .as not being. .
applicable . : Know-how was.lelted-to-those.related-toum
industpial*technbldﬁy and those:with confidentiality. =~ New:
Guidelines: are not-applicable“to clientwinformation“or-

trade 'secreti..-:

(2} Equltable appllcatlon to Japanese and: fore;gn
technolgoy transfers i Sty

_.TheA1968 Guldellnes concerned only the ‘international
Eechhologyﬂintroduction;ag:eements;ubu;.the.19895Guidel¢nés
provide :that the regulations: are’ applicable equally toi-
;1icEnsewégreements between: Japanese:enterpriges ;and ‘those:"
between Japanese and: foreign Entérprigess”* ;

Provided, however, restrictive..conditions ‘contained.
in.patent and know-how ilicénsing agreements between
Japanese enterpreneurs and foreign:enterpreneurs. are
.Subject~torthe'examiningrstandardsiinztth19893Guide1ines"“
‘as:.far: as' these restrictive conditions: affect: the Japaense:
market if -imposed. '

ﬂwiélmClass;;yingzras;mkgtipnsggonLaingdgin@patanL$andw@“afmmwmmmm

know-how licensing agreements into three groups ‘:#:

‘The :1968: Guidelines identified restrictions likely

to be..recognized as’ unfair. trade practices: under Article L.
and -those -as -exercise. of rights-under the Patent Law:under:
Article 3...- The 1989 Guidelines- follow the: three group::

classification: by ‘ECy:{a): restrictions recognized: as not :

211




" falling under:-unfair tradeé practices as.a rule (hereinafter
(a) restrictions); (b): restrictions likely to be recognized
as unfair trade practices (hereinafter (b) restrictions; to
be judged based on overall consideration :of the restrictive
conditions, licensor's and licensee's 5t3§9§?5fﬁ“;?h§
related markets, situation-prevailing-in:the related
markets, and duration of the perlod during:: whlch

sle) restrlctlons

‘restrictions:are. to: be imposedy’ etc.},

which’ are ‘highly likely to:be recognized: as. unfair trade.. .

practicesw(hereihafter referred to: as. (¢) restrictions).
(4)AExaminihg-standards-for~unteason&ble_trade;

restrictions and private monopoly:
:The..1989:Guidelines are appllcable not only to

unilateral. license:.agreements: between tw0wpart1es.butualsq
to reciprocal: ‘licensing. agreements or multiple party - :
agreements such. as. ¢ross license’agreements (under-which.
multiple parties mutually license their rights)i patent -
pools (participated by multiple parties. who .concentrate .
their rights or license rights to a central body through
whichi.they are:granted necessary licenses), ‘and multiple
Aicenses {under which one.licenser grants:identical right :
to plural licensees). ' In:these cases, the matter will :::=
receive consideration under-unreasonable trade restrictions
or private monopoly:-{Article 3 of the Antl—monopoly Act),-
other than unfair. trade- practices. oo e :

(5) Examining standards: for: hybrid licensrhgjagreements?
for patent:  and.Kknow-how % :

. Examining standards” for-an agreement containing both
patent and know-how licenses:are applicable to either ‘the:
patent or the know-how license depending on"which

(6) Establilshment of clearance system

In:determining whether or noti restrictive condltlons
constitute unfair: trade. practices or: not, it-is necessary’
tonéxamine:concretely and on a-case-by-case. basis effects:
of such restrictive: conditions:on ‘the. competition and order

in Japanese - market;, and:parties:concerned -are expected to:
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P. 5

consult the-Commission for clearance “increasedly 'in future.
To meet such démand,'the Commission decided: toiestablish a
clearance system. This system is 1ntended to obvxate
1mp051ng burdens on the parties to llcenSLng agreements, as
such partles find out that their agreements Contaln
problens underrthe_Ant;rmonopolyuAct“only_after‘execution
of the agreements. This is because the. reﬁort relating to
1nternatlonal agreements or contracts: under Artlcle '6~2 of

the Ant1 monopoly Act 1s to be madeﬁ nly after the Eact and

requlrement.

2 2 Examlnlng standards for restrlctlons
‘?-*?(Attached table) Pronl

213




s “ACH-ADUT PEELA3[] JO san
woajupm e (', vroad pecuksTl, Ee
“eaipmiiazaa Js3jvugeany) moyenovy
__-ccu: Yofyiojdhe paindasjintre
T ppogt Jo wem[oA EerEr WmRCIm
‘10 ..u_..u..vo:_ ooajupe Bujarabey

rran3aad
FrIVE3e8 Jo wrn womtujm 38 TEpiE
PINNIed [o sun1OA ESTRNiwnEjuIN

2 uopianpoad wmeule u.:.::v-n

wsn jo Ksusnbasy

WMiUEE pUY fempry

PUT BIRIOTEAUTW [O wamIOA
—ufE UG ugpIITIIIEY

o , 3 o i : s ) i [43] ‘4
. . . y . . B I 14fo[owyze3 Jo PIT) &¥ctoingaay

. . - R . ¥ ¥ 01 mOy-mOUY PAEURIJT Ju pre1; pspyionds ¢ 03 myg¥na P

! . -u uojaeaserdes JupIaaasey usied go wnjawyierdse -.:mu..:n-n 1FITUYINT Lo WOTID] 398y

: E < E ! : 15] :4n y

maylya 360398 Aq

PrinADY aLoyn W3 UIYITA TRIT
PallmgE ¥ s07 erunayy v Bupjuean
]

Teav vo wpITf IRy
€

sujvEaI Acy.Acuy
Prouwor] sv srjasup pojawd
¥ 125 wsue)] ¥ Bupuean

Lewaylps

Weed o SFET W UIYNA potand
PRIFwIT v 307 wrweapl v Bwiaurap

=183 ko wojIRFIIEEY

ol . 4 I g E - (n [£2] i T

g : . . - - ~ - LR " feinzemure S[OE plUe BEn “sanIdRJouE

: . e R B wea]] ¢ Bupjuesd ATeInawdes 0] JuTsusal] wasdmdag

. B f . m 't

*Suipurarang

wiv Buphoriog wya *paruasead
»q U3 SUDAYEX WIqEEjPaSH[
ayz7emdc xm{un sbopaseaf apeay

_»aT "03 ‘pesodus SUOFIDFIINNL
70 Goratanpious Tagnar JovAR[Ea B
0 SUOLIIPUOD MY “I8YIEN uRABLEX

. B UF WEEUSDET PUT LOSUBIFL

Je wmyayeed w3 dwage ‘zdealvard

yaws w1’ prav(nétir raussainbes

®i3 03 LoTIPPY BT BpRd 8q (110
D) 33058 pTAT ITRJUD FIpUN [TNF
RUOTIIEIIENT AWYIMA UOFINUIIITINE

oyl -dujpurisane war:3usor(er

apegen emata 21 paawp;
v Yoryn. savemanadc Nujeuasyy
nOY~ROUY U5 NUOTIFLAIENI Tuowy

T ST T T TN T |
._..E. 2yejun;aspun T1er 03 A1oy1g
AlylEy wa¥ gatyn suotadradeey g

.5\. %3 Buauasit edg.acty
: a110w2d Wpea1 ayEEun Lepun
:-— S T

£3311503d DpEIY ITEFUR J3pLR
L 1Te7 Arw y2a1ye, SuoTILIINY L

Tuppurasing air Buinofl1aj sl
1ugia§3aduoo un aazye B Eseiau
q i * Ao wary o1 aydnoyy eae
“Awy3 wure “weapzaexd wprsa tegun
w | AU T1v) 03 e repdpaunad
a1 Uy ‘pEIRRINNEY *3F YI74n
ﬂ :..I....-n Busueat] Aoy-now
T ,moy-nouR, ¥E 01 pRilafex

‘AT 3EO3 AR3FECTEIG CpapR[dXe
T AOU-nOUX IWDRE.UON  'POLIAGI
wiv BED [RTIIRNPUT O3 PEITLER
foy.aouy Teatfereryoey ssony A1ug)
Hoy.roux uo sauswseade BU|FURIFL
ul paut+Ived EUDITI] 3NN Tuory
sea133w38 wpe13 I{EJUD Japun [rE]
03 20w ‘e{dEoursd Uy 'peispiEuod
ax# Y3Iq8 KUDJITI1IFRY Y

BUEpurIE NG

azr JusRoTIop sy ‘pajueswad
wq UP3 FUGCEAl MiqEsFTIERL
25372305 sRRUn se3713mad wpr1a
AREjUn 3INITITUGH ©) PRISPIEULD
Bar yarys Fiusassabr Juyrussfg
auszid 1] BuOpapiidAen Tuowy

(ETETTEY]
wpE21 AFRIEA dspun TTR7 03 ATRREL
AQNEIR WIE 4STYA SUCTIOFAIERR “C

*IOUR ¥ PeupERTe
wav 'o3p ‘parode] Kuoiisilaes
JO UCEIIND WYY ‘INRATE JUBAR[EI §
v Eeogajpuon ay) IsRAER SeEaR{ea
¥ UF ABIUBSTY PUF ZoNuBS|T
0 ueiijeod myy Jwape ‘ydealvavd
swe up peyezndfam Fausmeaynbea
WY1 o VOTALPRN u) 'pm ag [[iR
#9313003d wpe12 2333un wpun Te3
amgaayn
syl cYujpurasine miv bupmoriey
w3 ‘syusmssaly Jupsusdyq Jusyvd
v] E3732wad wpra3 apwjun aepun
Tir] Avm yopyn FeeTiaRIIn Bucary

55139038 wprsy ayegun awpun
1043 dws gaiyn weofiniasieg 2

{ay

sATeapiowdeasi a3l
Tepow La57130 w43 Aq pRawan;
‘uFi1a Tepom A3FTTIN,
L3T1an, wpnyow] osyw Lay!
w3 asyjaureawy ipepor
3] soad v.u:.....-__ ek
paanpasd spoos °,apood pi
3 03 pelIRjel B3R -....:u s
A2 peanasa wpovp) ,rpool 1-!8&
WEER Sanamd, ‘Laussnd,
T OF pRIIBJEI Uwyn ...-..u!.._..» i
Swjpusamane war Jujacire] Y3
'UoTIFINsM0> D I3W53m SIRTITTEMG ¥
Avo sary a0 "saylps 12) KITTRAN
30 w3y¥Ea Jueged po sErDaBNE
avd0ad  ulyIIn 8 03 AEacy) Bav
A1 soue (7, uofasuSang Teasus!
o3 pRIFRIRR AwIFRUERINY BF
VORINIIJEION WUl "Z96% O §17OR
OOFINHIJTIoH G4 WY Mf Fmbgioead
apE1} JjrRun e pRaEudjEep
siS1ranad wioy) ) ek yap
¥ mpq1) s273903d apraa apnun
aepun TT#F 03 10U *eTdrautad uy
SPLIUCD IY YITYA *(,FIEvwanle
T Ruesiy WIS, WY o3 pRaIRIEX
Anafruivany) Kyydfa pepow A3ptyan
10 JuR3ed uo waumeswiFe Sursussip
U1 pruirves Suciidjiaees Suowy

BT YaRuA SUOTIDEATERY T

T

Jusmeaaly Sujsuaspy suwaeg ‘|

gy 15T 38RY

sagtioerd RpERL ITEIUN IO uoTseTnbey onu. 103 SIUTTIPIND

§
5
j

{z3uauyzelzy)




{"wopanuRyesg

wamasg W3 30 {t a0 [
ERI33ay dapun TuiTre: £rqseson)
27ussITe Suprumajp
3% wak3 w3 Jupanp {Sopouyany
Bupymdmaz {o1du ©31 35m in *spool
Bulaadesa s1pury 03 I wATUSSFT
sy a0) K1o3ePriqe 3 dujym

(I}

{*unymadeag

Trasuz oq3 Ja (} 20 |1
se[>11ay aspun Iupppe) LTq58304)
zqvewaaile SuTBuB3fE 30 W13
»y) Supanp (LAlofouyoal Fupiedson,,
A¥ 03 PRJIJEEI A TNUSEIRYY
Jusjed pasusdt 4ifn uofaF1admsd
ul 4} yarys ABarcuyany Jegimps
20 Llopouyaal A[QEIEIEGRE
foydus 03 10u Jo (,apood
Fujiadusd, ¥ 0] PRIIBFIL
amypeupaaay) spock paaveand yaja
vapypiedwos uf EIW Y35ya spood
Je7TdEs 30 Epood atqeINIEIKGE
F[puR] 61 J0u datuasf]

w7 10p Aaajedprqe 3§ Sujney
(

Juosasir o wiz}

w3 Fupanp Klagouyray ao
spoo? Bulradeas Jo. 312
“FFTFURY Uo uaFISfITEN
'8

{ruorarudTag [vaausy 341 o

€U »r312ay depun Supyre; £[qianog)
aueysE Aavssadau

. .¥ o1 paugfued £y uorieliiae un
UGIIPFAITET YIRS PUE ‘BAOQE (1) W§
PHmLIUbS (3 30 (g {7 aydwiTedrd
. w3 Jo owo uuzia Rufire;
_EERAN By} 0] J10dXR OF sno[Lw
INEURIFL WYY Biaya papo[ane i
TN MINE TIBABASE CAEsumzE] $g3 )
£q peywulprep uvoniad ¥ 2o 1anue3[
w3 qBeo1y) 2a0dke o) BRSUSSIT SRy
103 £107edpiqe AT duiyre. a0 ‘zpood
pripag] jo wenica iiudm 1o w3y:d
odem £ eemueai ] M3 Rjiggaisey
. (§)

13unixa Llwssagau ¥ ey pev juoz
41 Uspiwdif4e In uppiaraieae
473 INY3 PAPFAGIY faAoqr (g) ur’
pavosivem {3 107 (Q '(¢ Sudeafesed
W o aua ujgars Tujre) sesaw
3 91 2u0dxs 01 TACITE IOFURIIT |
W3 ST arfasup faosusas] aya Ag-
A1sap uosisd. ¢ 10 ouasf]
w yliediy Jacdxs 93 weEUEIE[ W2
a0f A303wl17qa 7% Juryre 16 ‘3goos
PRIUISIL Jo w]on 310dia d6 s3fad-
.:u._.- 3, HFUT a3 u.:u:._.:uq
KR . (8

I R —
£t 213133y 2apun ur[eg £1qssa04}
~udlxe KI#SEa2MU

¥ 63 paufjued 51 neraedfge o
WOFIZ|AI3MI YANE PUE *BAGQE (7} WI-
paue1IusS {> 30 {q *(v sydeadeaed
- awa go wwe wrqaln farlle
frooseals dpy o3 jaoduad aj Easl(r
CIO3UAATY amyy waaya papn[IuE BIE -
3 §SNE *laAabno) - 1OEUBITL M1

‘Aq pavudysep wosied ¥ o lorudi|

Wy ginaayy 7303%8 03 ERNUASEL-4Y]
a0] Alaielyqe 7) Buirjma-in tspecd
Faquayed - jo sumifos 2iodxe do wapid
3adia 5, 384u33FY T3y -.::u_:-n

)]

TJURIXD AICSTIIIU W 87 pauLJuod

<o ¥ uejaedyiqe e uela)a3ER |-

LR e
. - paisuiteap vesiwd. 9.20 Josuaagy
a3 Y4Inoayy 3andxa o3, BREUIDIT. 3]
o5 &1e188{[q5 3% Bupyea a0 twpoet
paauadnd Jo wmDs 1044w 30 »353d
aaadxs 1 .2:: ».... -..:a_u:-g

“33% *samfoa pur a1ad’

3a0d3e V0 LOYIIYIIEeY
‘L

£ mMagaay,_sapun Juiifer LLqis _:
“Ar1ed paryy

vc!: uo A1pATIaN ujegame
O snonugued 8 Burianpuas’

uBsq ¥WY AORUSOEE BNL [N
umaw sy3 Uf
aT] ua nu..-..— vsawd
"y PeanITial SEY J0RNRFL WL (&
saydwaPraed
WuEAO1[a] B3 §O AUS BTN
OIN] SE[F] 4216 pAIILIRS wAMR

*dyavd pagz w0
kaoafsasy TA[eS BAFANCOXR ur 33
aaw w3 sul J0SUSEL Wy (3
T wwaw gy Uy spoel
weusdsr uo £3fataow fugamane
snonutivod # Juiddnpuod
wNeq oy dowusal] wL {9

$14 paasixsdes sry lozusnjp aw (9
Tydea

Jo sux uiyITa FakIef vaaw uw oluf
3pool pasusd( 3aodxs o7 sesusd][
w3 jo Aastpae Jupazsaaray

(4]

awd Suynofiey 43 -

{uuy el aag: {410uay W3O
€1 B3¢ Jepun us ey K1q)ereg)
L3awd papyy w-

A303F1407 walwy AApEnyINm us-we-
a1 wy3 suljare osuadyy g
18 W3 ug - spood -
peaubind wo Aapasaowidupaenarme
- anommpauas w dupioapuey
ussq £wy 108uddEL-ay] g

ar a3 s

_peod praed o muhsl jusies .
25y pRIMTIaL dwy 1pudd(] Ayy (e
nydvairard
SuinorTof 3T Jo wuc ukuaiN
UIUY STTT} #BIE PRIITIISRI BABYR,
PAPR[SXR JIT FESER Yana: 'IeAsAD)|
*speod patusyed -31ces 01’ 3sRuaSTY
| e e kasTiar dupsaparey

{2}

B . m

by paryals o3 ..
a-E.CUu ETEE IaTaAfIxa
sav 343 suFpIsY 2056a3(] #qL {3
18 343 Wy spoal
.uo...-“..n un £3papise Juy
¥ronuTIve2 ¢ Bul13nRu0a
uBeq TRy 20TUEST] L (G

spo0d praveaed uo 334B5a Tumyed
N5y prsRIREIRa WEY SOMIADT] ML (K

“sqdeateaed Susnojrof ava
3o wue viuaps duriger was
spond prauazed 1iodxe o3

{)

©OE3ALINET waIR edag
9

215




(-uorisuljeag {ranuey W J6
£1 PA123Y 2epuh Tuprieg Liqyesog}
UL T

q __..q._-_-uv uosaed v &) L85 OF
01 1o a0auRdl] Wyt 49 pR1euBTERp.
vorawd v 1o asued)] ) yineayy
spool pazuvar[ 1145 01 wasuasy[,
M ..& h._:q»:..n a1 Jugiey

(£33

I L L —
€1 Eo73ay 2epun JUHIITE A1q10009)
“aomuna]] WYy

&q paywulpsap vomand ¥ oy 1182 03
200 3a taosumdSp W3 Aq pereadyesp
uouisd w 30 3CPURDTL myy qEREIGY

- wpeod pruIEd 118309 wERUSS] -
|y 303 ;.::-:___o aw ._.:3.

(uorarulteng [wamLB) BYY JO

. M3FadY. 23pun Jujre) L1asssny)
‘noy.poua pasubaTl

3o Kawaaex wyy Bupazesoad: sof
239 ‘Azpmsphi] Jc [1ynpood

uBdf[ FO STRURATIIR)IY W43
Tugasauraend 3g3 Juajes Aaesseisu
o3 prupjuoa Ty te1rds1ae

NS PUN “AdY.ncl PREURSET

: 3¢ Kamasas g3 Jo, wo)riaiead

iog TRI1A 51 905 iediTg0, tINE BaRyn,
A6 0318 NarwBpedy |0 1[Anpool Byy
UpEIV T 03 Jo 'Aoy.mour pazudd)f
LJo SERURAIIINI BT AIUTINN]
©3 WIT3E)Jesul 41 LOTIZTAIER
dagao Aur a9 318 Pravsucdwos
aTvianiew ARL ;0 £3{penb.

16 FUSTIa 43R0, samyn PRPA[IEB
B3k 3583 YINE 1an0nOH  I0TaR3N]
3 4 paleudysep vesiod ¥ o
SoRUTITT M3 woag s3usuadroa
An{wfiRIva nf1 aina01d 0 sEEuR3]
w20} Sieart(go 3] Buiaey

(L))

“AOY-nouY paELEITT

10 ansoee Wy Suniaereid dof
4o '3y ‘qUteOpEIY JO [1Enpood
-_z u..._.:-a.._nn 1037'10° ' ROy -noUY
*panuwai] o sspuaarazeze’ wa
Supsesuearn? 307 Juscxa AInEgese
* 03 pauTjuas % uopielifas yanm
NI PRRIAGLY Inol-AOMY PREUIDFL
§o R3w1ows w3 Jo uapiaEiosd

ap, 10154 5T uopivdige gand 39
o330 yawwapead jo ||tepodT 3.
VPRI 03 10 'Acy-nouy PRFUAITT
15 EBUIA1TI8))8 wyy wmjuwead

S 01 aumE3|j)ne; sy um)aa]adsds
‘19y3d, fur 30 513 *xIuauodaes’
VEpwramiTe nwa jo Aap1end uo
suc}¥a1ITIN e degbiuy locussil
ayy Aq ..u.._-._-._-av vorsed v do
Joela3 T a1 $03] ‘o1 EInsuodwed
3310 %3 Binzoid 01 IREUNSTT
4y 38 £iviedyien a1 Tupae’
. . {t)

{vopyruliam TeIsusgy w3 Jo

ol sr1aly avpun W Arqpascg)
SATH S aIERBpEIY

e trsapoad i Sugusrauyew

a0y au *jueaed pesues(Y
ArsaR)In By Jpeeurarnd
a0) JuaRe Kawzsscwu ¥

01 pauiFida 7 VOTIvETT4s YnE gur
“218 "parmapti)’ Jo° [rempood Wy

DIRIUEYR 01 20 ‘Iusied pRTURSL-

39 FERUDATIRZIE W3 amduraend
03 1B apFRINY K} worIdYATRR
W30 Auria’ "212 - pjusvodead
Tue’ SUSEIITIISEI WAWYA papnTIsS
AW ERAES YIAK CIBARACE CI0BUSITL
w3 Aq pelvuljseD vorzed w 3o
OSURDTT W42 WO3§ "3T9 ‘sjusucdeed
*S[H1I0I0 ARL BINT03D 03 BRIUSILT
43 o) £a0radiIde kU -.:._-:

' {9

TATRTNTI AT3 ja AYF{end.

- 13 AR iwmapea)
FL3 1:.._.2.- my Sulapsaupew
aof ae ...E:!_

Ju Srauwajisagie sy Juy
0] junawe L
21 uey
17228 ‘qywmspias Jo (Tinpoo¥ wq1
viTjusem o1 30 ‘jueind
1o pmaaagle =

~a3% ‘Fiuavodwod “Fi¥iALIe
AR UG uoFIRFIIIY
‘er

(-uoracuijreg

Teawung Wyl 3o (1 30 1)

$3121 237 Jmpun Tujp[e) ATajesy)
~squmwasile

Rulsusafr jo VejIRUTINY

30 uoy3radun gy aeage

UG BER By pUOFISEIISRI 4ONE iy
AOY-nOUY PARUADEY JO volarlfordxE
PRI FI04INNUN Jusabad 03 I(NI1IIIF
£1 31 pur ‘pzumwanile Buysuadpy
Jo velITEImaN) 10 uajrmaidae ayp
39338 pofasd 1ioys ¥ o) RIwAOD

$0193 yINK famAmacy  SIveesEilr
Yugpusajl Je UOFIRULEIZY

3o uepavasdxs myy awagr Adojauiday
Supyedwoa Kopdw:
$up3adasd afpury o1 J9u AIEUBDIT
M) 10] Lsojedi(qo 3 oty

tfh

@3 j0u o ‘spook-

10 watyeiordks paTiacyanvun
dupavanadd 107 Jusixe Lawssascau

yans Ind1 pEpRADIL
Juptuedzy Jo ORI ENTEITY

a0 unbarapdee aya eapre

‘Utq BER X7 EUDTI2)33E03 BarE Aq
AOY-rOUy PUSLBITL Jo woyiuijerdks
paz1IoyInEUn uaaaad 01 31SINFFTP
£ 1 BE 3Rjecu] 'sauausalie
Ruysuasgy jo uspaeuiusen

10 uoraydys w3 amyr

- poraad 110us ¥ aoj -, AYazouysey
Tu112dm03, 1702 prazajbl
amazruzaasy) Alotouyas aepiers
1o A%opougam; 1qPINILIRANT

Ao7daa 03 0w 30 *(-,xpoad
Tupisdsos, £ 01 Pa1aR)R
131 eu ey $ioed pasuadt] Yiia

- unr3119duos vE Bar EIjYn Epood
arjjumEs 30 $poed BQFINTIIEGNE

iy a0 k307631700 31 Begacw
it}

.ru_......os_ parunzit”

H

{ *uoramuliasg

Teasusy su3 g G130 KL

B[22 Japun Fuyrrey K1qkseet)
QU TN

SUTTULSEY Jo weyiRUIMINY

10 uoyirardes Wy amype A¥oyevyasa
fuginduod Ko[dua o1 Jou Jo 'epoo¥
Su113um03 B{pury oy J0u wedued]|
i3 o) Aavwc¥yjqe 11 Bupaew

iy

wswsaife Jo uosIerdns
andge Adojounas) Jo

. apeeg Tujandwod o *213
Supiputy Us uSEIALFINaY
Kl

216



(-uoparupssg [rasuag
WYY §9 ¥T AW Jo [ wawpy a0
€1 972133% J3pun BulTie] K1qEceoa}
REITIEEN) Y

£q ualludsup pajrdoe 10 paasidul
e 03 Jandead yaya (Alodsaaad

WY vy JTereiy A9 UOIuUEAUT

2 Jjefdas a3 Jou Fupeasde

£q 163uaDF] B3 10) A{RATENTIXE
FEUBDE] ¢ F3umdd masuansy

#9) wamyn #EE3 yone Susuesd)
ILuBDF] WAYEALINS socusal] wyd
aurad 91 30 wejyuaauy uo wWETa eyl
20BUA3TT My3 UE)EFE 07 wesUsATL
‘oY1 1oj krowdpige 31 uiymy

{9}

{ruoyanuljsag [Hmeg

. W43 JO w1 SATIIY jO £ wEaTID, 39
€1 313133 Japun JurpTe) 41g59sod)
- 31|

W 4q *238 'uopjveaup putidde

a6 pracidey U 03 Jasdsel WAlA
{"Pepafaus ] £3037213 wu3 UE
Jrerwiy £3 uotausaur syy ypoTdxe
e3 10u JuyeasSe fg aoruaaqy

3 J0J A]A1EA]SNE BFuRd]]

‘w BT smduadpy wamya arEs yPnk)
WEUSI]T WATFN[IKE JOSURSTT NY)
umad 503 30 WORdsauy ups Il by
Jogusa)] sy ulpSER O3 aRNUEdY]

| w1 o) Laoqediiqe 33 Supaey
[£3]

prunil
wapsngaca qund o3 Jo
“238 " (AfloTouysa1)
voliuaauy pasosdul
uljsse 01 wo 3e8100
‘11

.,._enu-_.!uon .
-yesaurs wy _.. ¥t wpopday o
#AET5 I8pun FupTie) S[QFtu0g) ¢
“#ouNIsqQRE Uy paoueeq L1yTnea -
L% magedY] BATEnTIXE-wOU Bujjueal -
1 <20 £3aed 1330 eyl SuTacjuy
o1 sudeml yagpn ahfiand yioq -
1° mun13e¥(igo pur suciisdyrge
CANTINTE 83034 dceueaf] B Bakye
PRARIOEE E2E eaEED YINE ‘3RANAOK
UB3T 83 dq USFquaauT pRTTdds
A0°pracide ur 03 F38dTea Yyla:|;
WEUNGET BATIRT3ER.UGY J0EUBIFT
W43 JuREE- 4 a9 ‘aoy-aol PasUpaf[
Busparina sty wy3 49 prujeaga
A1a3u Baustisdxs 10 SEpEinouy

Jo AoRURITT By maoJuT O3 SESUDITY
|3 o) .CB .:an u._ u..:-:

[{4)

3

T a3 qukad 23 30 'Roy-Aoly P
D Buppantas 3aeatl w3 Aq pauimigo

“maurIRgns
UT paaueeg A[YENOI war asuRajy
wapsarasasuou Jupsueal 1o Laaed
awyan ayd Supuwioger ca 9adsma

Y314 wes3awd yaeq Jo susiied)igo
S puk uoRadIIqe degpmpE

T1raq J0FURDE] M3 83 Ejesu

tnamuaayp ayy AQ UdTIusAup pat1ddy

10 pasazdmf cup 61 IoRdE y3fe
BSURD || WAFANIXE-UOU 2CEUEST]
uRapy

£ K1nbu-w3URTIRANN -20.3Epa]nouy
36 JORUBDEE mYT WID UL O3 BESUNZT[

Sy

w3 3ey baoaditae a1 Supny

. n...o:!.u_.un
Tranung w3 JO 51-91333% 30
vencly: u-_..-._ Suprie) ALgyrsoq}-.
S emunISgns

UY pacuRTEq ATqInDa NIY-MEVDIT].
wapERyoam-vou Jo12URL s £3and
23y30 18y - U TAI0JUE- 03 233dEM
Yita se1dvd 33099 Jo suctieliqo
pue suoparl[4e Lv[fujE fivaq
ADFUSITY BY3 GIBGA PEPRIIXE BIE

© EWERI IR 'IwABRON® “NASUNIUTY
B A IIF TUOTIUIAUR pAfTIdE

a0 paseidul ur 03 JIRdERL YN

< BIUNDTT BATANTOXS-HOU- ZOFURIE

wy3 yural 03 3a:*3usyed peeusdi[ -

| MEparRal. savusdFLc W1 KG FRNFRIR0

" Jo XoHWITY W, MO JUT 03 BREUSIIT:
-_—. .3 huouqn:a__ u_ Fugary:
({3 X

-eouRyEqnE
) prouryey Ajylinel ok guadf|
wapsn]Ixa-uou Sujaural 18 Aaawd
seyao ayy Sujasejul e Faadeaa

qaps wapaand 4209 Jo puopirdyige

pur. fuojaei[1qo AE[UyE, £araq

J0EUBI|T B4l FE dwjosuf _u-u._-u:
wy3y 4. ‘312 'uolausavy

an peneidu) 4 01 AJESEEI K1Y -

-5 queall 03 a0 *juaamd va-..uu:
fuppaeiel w T 49 PRUESIGE, ]
 dyawi wauandee 30 aFpapeouy
10, 30xus2kL Py S301U 23 wREUIT

- 1. 30] __._Sq-:ac FTR e

Pnqaee.ded Jueal
e1 a0 378 ¢ (ARCjouyoa)
BoTIusAUF pRAGIdW]
wiaguy 3 uapyed1a0

‘i

e

(UorIRu SR R2BUB] Yy O

1 m{oF3sy aspun Bugire; A11810g)
ueder

uj wesuasiy wya 4q spooll pasueat]
30 18312d 3jeses Bujinpaiman

1)

{ruatyrubrsag [raausy ay3 o

: ®I2532Y Japun Ju[rTey Aq1Fed)
~uwdwp

up aasusdil wa &g zpack paguaaed
Jo Featad orsesa Suiapazsad

(

UO[3I3] 37634 N3Fad wrmEay
4l




{russInuTEeR Trazann wyd 33!
0wty aspun JujIes A1q)esedy
338 ‘zanwepral e {{lapeod

Y1 TURUEININ 0] 30 *noy-mouy
PPEURITT JO BIRVRATIINIER WYD:
Jueaend 3o TURIEe AIvrreoRy;
T 03 pusuET ¥y EpjaEliTqol
YINX BAWYA pEDT[IWm B3R DB
'£7UBUodmed’ {E[#TI81rw AT ‘spacT
wFuRD1T- 207 £31T¥0D Fo TpapURIs
UITLINICUIRIUTRE 03 REFURIT]
w3 2y swerIrd|[qo 'IsAIN0R 1333
*EIUBUCHR0D ' EIWEANTYE mpd: *Epont
pustimafl- jo £11]wnb Sep3oy2asay

‘oaw 'yaewspriy

F9 Tuinpool sy3 Bujupeiug e

307 36 *(‘nex.noux pREURSTL

FO USWORATIZNIER MO A7TPIEZTORdR
WIIUNITE W1 BRRIURINRE IOSUNSEL
WYY ueys gejtddy vogajpuod

S B1YY) ReROUY pRIVESTY o
T200URATI8) 78 443 Tuteequvaent say
JUBIRS: AIREERNDRY- . 01 PRGTJUDD B}
wotanEiIqo yons s arjosuy 4 3tm

i ‘sIUNEDOmOD ‘ririiware ars *ppool

peruxoil Zoy kyjpent jo sprEpuriy
uIRITe) ujwiufrn o) unayl
-:.. uu- Azoel ._._nn ar -“.:q:

(-ootarulyseg Trasuss g3 Jo

1 313723y epun fuypiey L1q7es0d)
21w 'Rlwmpeny Jo pipepced

w3 Bupupsavpew aop 30 ‘ausasd

03 peufjucs 13 woyyelriqe
Ik L218
apood,

: peausyed a0f £3ywb. Je spawpurrs

uFRIIND viraa)Te 01 weswwS({

B3 -20] GO BIIRSe - L IBABROY - "IN
rsusucdmod . ' Kty anamme Ard
oﬂ..-.ﬁn o F:;__ -c_uu_._uunu

Joruwesf] w1 Usin L[ualsajrdde
L UAIIEPUOI A1HE) ove Tyaemepway
30 (1inpeod w3 Butnirsuiee

Ay 39 *{*usied parusd]p
uRATIIREIN M3 ATIVITIVRE:
- SeEUNIT] MO FERuRSIN

10WINORE I uwynl eat [y

‘¥3Usucdwos CSEFFINICE Av] “apoer’
payusysd 3o Lyprenk Jo sprepuesa

u ¥R u)Eav]vm O3 BeEURDL
. !: 9] Aaoy -._._po un- -c._xcz

“a3n sivavadeay
15 SYwEasym el *dianpoad
{ tausweaide Tujruasiy

1o 33a[qnw) peiusyed

76 £aF1end U LOFIDTRICEY

: R 9y - sy | .- Ry e
O : (ruwravuiresg . - . CE e e e
TPIBUR) W4T JO [ R[ITIIY JO . ' . - A...p:-_.u_u.-n 1. .y -
¢ ene1g aspun Bpiey Kigireed) B TraRuey w3 go v A[AFIAY JO .
: ‘uaEyRInaTEd ; - - . =Ju u€§ fugeye; Lrqresod} -
THI§o1 0} Jepan SUSFIRIRALED . L
N TSR ¥ s ‘zpool: -a._ -..-u:._u-.- e.. n-vun vy K3tedel .
pasuesty Sutonpoad dey Aaessgaes; . .. 30f B1ERg Y gy ¥ paaunaed
F3r 4Bjun 14238 Jumuodecs. ugrarynages Sujanpoad: Jof Aresaeceu sIv yajun L% .
20 w{elasIEm AEI J& Lopdensucs’ EIF MIEITL15FF 01 JepI0 14338 'E3DUodwas Ak R{RFIRIEN TOOTARINAT Y |
BERG) BAEUa31] W) dog Zxoardrige uy Aayedos 1oj triwq .+ xv ‘rpock ANL Jo uoTIdenFUGD man 1 wemuwsl | #1] ®aeyrrieey o3 Aspae uj: £i[wdox . - -
31 Jupymm o pauzssuod syumundees perusgt] Jussnpoad J0f Aawrssasu w3 303 Aloreliree 31 Suizew Aoy mpasq ¥ 3% ‘apood pRiusjed
30 Aoy.AOUY Pasnwwor] Buten BIF YaEn T4 9aR ' Saudsodmon, o ‘peuzsoucd kiusacdeon ko jueied Buysnpoad ao) Krwesedsu £3¥ y3jyn . - :
Inoya1a pRanpod Bq Iouned 13npoad av #{rfisavm Av1 jo wotridwnsuon pagus>T] Bupsa Jnoy3js pesnpoad 1338 “pjusucdwad o F|TEIRIN Lo
PRWEFUT) BYI .pUy *piusucdwod | BN DT ARSUWIT] W3 JO] Kioradiiqo »q J0uwd Mepuid pegsIuTF bY3 pur ARl o pakjdenmiucd eEn OF SBEUSDIT
¥I] 02 FEIT|RE ROY-ADWE 13 BulyTe 3o 'pauiadvor sjurucdeod ajvavodwon BT o7 wmawima auelwd 3 30) Lioarly1ae 3AF ¥erxva
PRTNNSTY 20 120posd pRgATN}) 29 Acy.mouy pasuRDT] BujEn. PUBUBIEL 39 Janpoad PRNBTULZ: [ 3o ‘pRuIsIuCD Fausucdwed Jo Jumled -
Tu)anposd 307 pesn 3y nou.ncux, [ IN0NITA paznposd &g douuty avapoad fulongead 10y peem AF 0RIsS: Prruss1] 41BN INCEIIn PRINPDAD
PRRUBDLT AY arjoru] ‘uafaE(naied PSSTuT; 243 pur ‘squsvodmon UBSFT PR Jrjosun 'uopawInared | wq Jvuura 2onpesd pauItNIE gl puw
N1 *3¥IT113R3 O3 Ampan I} O1 ERINTEL Acl.mouy 11} WCH(Ia0G 03 AR Injusuodess $37 O3 ERIYIEL Yusied
up A3pedes 1oy EEEeq w ey ysnpoad * pesupay) ap onpoad PrUTIUT]. wp Ayywded J0f sysvq v ew aonpoad prroRat] 10 YONpOId . PRIFULY
pRsIuL] 7o ¥2pad 20 sanjoa sajes Bursnposd 10 pesn 31 Acg.nouy’ PRYATUS] JO ®311d 30 MDA ERTFE Fupanpead loj puve #f qusiad
10 uofaonpead wE 03 LI]A3TIEEI: RRSUSIIL EB JEJORUS ‘UGEI¢[mafED 20 wop3anpoad Bxn 03 SUCTIOFAINRL PREURDF B AmJONNE ‘DOTICTRIED
BIbYA GAENLIXS BT REIED 21 »ovaftieeyon wpao | - =3dnpoad

vargn pepnlane war Eerrs

yons ‘amasnoy  3pocd PRILEIST
Ury) Jeyio e3%Alas 30 330poxd
ua pasvq A31rAoa And o3 wEsUROGY
Ayl ae) £a03e8frqo 3% furaeny
€]

1% AIFATIIT; 01 wpac
uy AaTwAo1 107 srswq ® v 1d0pesd
PMISIUL} Jo #05ad 10 wwmion FerM
10 VaTyanpoad NI 07 BaEURIIY.

3 z0) Kxoae¥ (R0 37 TUrATH

(1)

yonx 'aasanoy  poo$ pasumind
wRg IWY30 Bapaaer a0 w3anpoad.
uo pusnq £37vhox Awd o} BUSURD]

wyl 10] Azoyelrrge AF Tupyed .

(&)

ut K3qestos Joj ayseg v e sanpoid
FrUSquif Jo wofad 2o -!.._E. mes

a0 wopasnposd
- wya. do} Kioy

. fapedoa.ked 03 wo)INE[iay

[epuousnaly Bulsumar(
3o azeiqns) prausded ueyy
aBgI0 1338 ‘2I3NPOIE Jog "

Rl




“wsouy L311qnd

FV #dupasgsiv HCTEURSTT Bavuimang
2 AususdyT WY IR) TUjpTaaly
i€n)

3
1T 3jusea

uwy JOSURITL g3 IMGT

PRUUHTITUD 31 (A04-n0Y
1® eipsjnouy 31ignd)
am1ed Jo L3PILRA umn
umaaaile [0 us]leutmisy
R4

Jwsuzy W43 JS ¢] BIFIIY- IO

WCIBG AN ADYAGWM PRSUBIT]

-t (eojawullyEeg [rasuay

) )0 pp-$ITAIY 6 [ SR 10
. [T S[»T34y- awpun Fuprred £1q%awog)

*usIvd pESUBIEL-JO1 ATFPTINA
“1tuyy JkeIubd Y 00 RBSUBDEY
s ey a0y La0ardirqY 35 Buigey
B 1 1]

JueIeon 93 304 NOFIRSSI0

ts

(“uojarulieag Tzaaweg myy Jo

€1 s12F3ay aspun JuT1yeg d1qpesod)
&Tofouyasy Juyandwod

£3F 20 acy.aeuy prousayy ugpartss
£aawd papy) ¥ 4ITe Juswdozeabp pur
yawasma Jujef Jo lavwiy sesusaly
w3 49 F¥IHATI30 YUsedofsaap

pur Yiiwssad Fupaopryesy

(5}

1} 20 usamd peestd 1] Mufpanina
£330 papy) ¥ u3a Iuewdoiasep pur

YIAEBTA Juyef 30 JTEWIL ERSLEDTL
B3 £ IBLIPATIER Jummda]vaRp
3 JupIoTraney

pus Y1)

[43]

Q3 uo uaTISTIINEY
"ot

{ruoraruliEag Tasvan wa Jo
€1 #1353y aspun BuITTe] 41qyered)
‘usdvf

o assuadyy W41 Aq spool pesusall
30 aayad serws BujidjajeRy

)

(-uciaruljing [RIBLNG w3 Jo

£ 813123y Jepun Jur[i¥) A[q1rsod)
umdep

U) BRLUBIFY M) g spood peaumaed
©cge wepaé smpas upiafasey
1)

wagad sajwd Lo uofI2]A I8N

6l

{uopaeuEpeng [rasusy

43 7o ¥l #72133¥ Jo ¢ dane[s 40
£3 w1asaay aapun Suf)e} L1girscd}
Jusasnabr
Tcjeuadly Jo miwa g3 IFIAP

333peaanyy popand q3cus 307"

uaoLX A7211qnd Bwodeq Evy AOy-nouY
POBUIIS] 28378 wEn Jof palamqa 91
A2T0402 wIBYA PAPATIXE Nir apEE3
sawacl -unouy LraTrend

waddy Fey ROU_AOLL DESUIIT AR1JR
»En raj A37a402 Lnd o) aspuspiT
sy 03 4203dfIq0 3] Bujyew

30 *alqEavodanz JoU ST BEEUSSTT
B3 4alya &3 supErez o3 ¥AP

usouy A7317qnd WCIRY FIY A\ -ACUA
pasupayp GINCY3 usab d3ojaiyaed
prEua3f] jo wen Beprofasseed

Q3

=saudmpsade - fujruaa)

30 wany wy3 TURIND Inyjesasyy
PeFand Jdoyr v a0f Wnouy L1371q0d
O BFY AGY-AOUY PRELFITT Ia3je
wih 387 pefaeyo s} ATRA03 24

- 1efoRup-do-1A370A0a Jo Jumked
papusIxe 20 Jueaded Jusa[[wIsuy

7 SNIRTYIRUCD T BY IRJOSuR
: 'alqFsucdass Iew. B sREuedsE
- W3 4OYyA- 307 SLORER 0] WNp
unouy AY37[qnd - wea3sq FEY. ndnjanduy
pasusagy rvajy palanyz wg. 01

- mBnujue3 A37e402-ary3 Buiplanag
[£13)

{ruopymuliEag [S1euap

1 Jo vl MI3jaay 2% [ sIne[) 0
€1 #rana2y-24pin-SuTn1e] d1qyweca)
aai

Juayrd Jo uapywagdss w2 anyge
amn o) Aareiod wd o7 seEuRa]]
43 307 Lioaelq19@ 3 Fupyre

46 *x3udEs Juaged Jo veyarapdes
M3 Jo ayrds up #lojowyany
PRFUSA(T Jo

(1)

n SUpIDfraEay -

£3]rdos Jo Jumaied papueiza
30 JuewAed Jusm[1IISUp ES3NITI3UCD

3} W avjosup 'siqisa quasrd Jo
uoparajdes i awage padavyd aq oy

- BRAUTIVED- £31wked Jwyy BuIpyaarg

(1)

#ywios Lrd 03 uoried) e

20 UorEasdiw uaINd
1877e 250 UG uBTIA|AIENH
o

"MOY-nolY pamurd[ 1}oidss o3
233a) ] a5eq E5Y WAR 0} SESUAST]
oy ao) KacavdrTae 31 Jusyey
{51

‘aunied peeusapy 3707dxe 03
#32037% I98G £1Y 3sn o7 RAFUASIT
"3 a0 L1oaedjgqn ay; Puigey
[£1}]

Funied pesusdf]

ayeydae o3 Faacyje
3Eeq BER 0% LOJILSFIAG
) =1




: IS L Th]
e TUEFWRA- ROY.AONY -BRSURIEE. ST
FEJOSUT ATANDLPI{YY wI 02 nOU-ROUY
pRsuRAf] wEOLRN [p 03 ~30U WREUBDYT :
*A103281190:31 - STITH
SRR T I

L11Tesqusprjueg’
‘ol

. a1w sases YIRS xaaency

(*uepaeulyrsg (rasusy

Y3 3o 7] F[3ITY Jo ¢ WENTIY o
Of B{311Y I3pun Jugpief A125F90d)
“AOYLROUY pAFUaI1]

10 TaMuNAFIDa] e ay) Fuzamtuminad
dog jua3ne Aredzedeu v o pAUTJULD
2] USTISTIIAIT GDNE BIBYA PEPATINR
Leyard
* 37 DY, AOuY OA3 UTYY $I0D

Jo Jursusd[y jdesae aa Estumafy
w3 303 Kooyei1ge T Suramd”
(o)

- o7 "pay-AoUY: PUSLIIIT
Jo TIauRAFIIR)ga ey) upeazuesend
10y L1934338u 3} woTIpYAbred !
yorr T awyasuy 'alexard

® EF ADY.ROUY On) UPY) Zaow

o fujcuant] 1daoIr o) 4wcuady(
* sqa 203 Aaojedyqqo 3y JupeTH -
(1101

{-uoyavediseg. [eanuey
w3 o r[ sT2{33¥ Jo ¢ waneig S0
0L 3335237 epun BuTTIY) Lrqreasd)
"uNIrd pagusa)|

Ju assusagaaegze sui fupeayueaend
20j Jue3xs KIREERINL ¥ o3, pavJuod
U5 vopIarEyeEd \and blaga papniaxe
¥ FATTa InE CIeasecy  elepaed

+ 6 KBNS DAy ey aacw

70 Sussuea)[ 3dasar oy masumaqy
w1 30F Aie1vBi1q0 35 DuixeH

{on)

Busaly

5190 13 Fupem

wrusajy slepovyi
i

T {rumpaeediaag
Trasus) ay3 Jo ¥l 41 fO
L erneyn 3apun Surprej A1qpseeg)
s21a *goupatesuf

To1 ¥ap yrlsmses¥e Turcuasep

Je A3jT1qrasiajuaun w1 IR0
suosTa £q 933706 sacpidodds

ur uTPICIJE Inowifa ARIEIPIMT
oayy SrrTupeaRy Jo A[TviadeErite
surasaTr fuiuas)y Msiruisin
sv yonz “gjumemeadr Rujsusasq

19 uGliTuImIa) 3y 20F LDjITpUEA
anosdriusaprsip £{3snfun Jursode]
(.

{ruoyyrulieg
Traauen w3 Je 1 e[anaay jo

§ wanTyD Jepun NUTTIAF A1915%93)
2% LLousatoruy

a3 snp s3uswensiy Bujsuaafl

10 AITTFSANIICFUIN byyy dayis
sUoRYRL Aq 3073w mawradeadde |
AU1PIDTTN INGNIEA A]R1ETPIMT
w1 Juidurais) 1o fyTeasargiun
nusrndr Sujsueal] furruieaey
¥ yonE ceuseInIZe Supsesd)[

J9 Uel1RujmaRI W43 Anf uagITpuCI
sncaSviurapestp Araanfun Susnodep
ey

UOEIYUfmaE) [FARIE[IUR

uBFITPUSd

g

{uapaeuBymaq [rasuvy
W J6 x| iETagaayspeTE wenvL) So
€1 3[3F23Y Zepus JupjurE A1qiesed)
%3 Ry i gpoch pRAUESt(
. 2oy aoruanyp aya-Aq padsulisap
Tepyaciyaewipray BEniEY ARFHAILT
gz roy Lioye _Sa..:_.p.;:“

! Wy -

X (rvosanuliumg Yraeusy .
WaJo ¥1 ATaI3AV GO [ Amerz a0 |
E1 »{afaay sapim Bdftiey L1apsncy)
T pooll paguwiwd
Kq pranulyeep
N D BREURINT
w107 £203ediien 1% Jupyey |
(x)

10 viaeg aomumrr W

+21m ‘qJrmapwai
aFn o3 UofIRdrigo
i

1220




On _Guidelines for ‘Regulation: .of Unﬁair;TradeuPractices.with

respect o' Patent and Khow-how" L1censrng Agreements {E29

- Comparatlve Study w1th US Department of Justlce Antr trust‘

Enforcement'Gu1delrnes,for,Internatronal;Operatrons:—

Japanese Group, ‘Committee No. 2

Subcommittee A

“Masaharu FURKUMA
Nobuo SUGIURA
Yasuyuki KISHI
Minoru TAHARA

'Nlppon Telegraph and.’ Telephone Corp

Toyota Motor Co., Ltd. selc Jo i A
Nissan Motor Co., Ltd. R ‘
Fuji Heavy Industrles, Ltd‘*”?“* Vel

LT AR Y AT T Y

+Keiso KONO - Fujitsu, Ltd. -
‘Seikoh NAGANUMA yltsu1 Petrochemrcal Industrres, Ltd.
{(Speaker) g

'hAbstract

Japan S Antl trust Law attempts to secure r
competition in market by excluding private mono<
polization, unreasonable-restraints of -trade; and
unfair trade practlces.' Our prev1ous paper .

-discusséd "Guidelinds for: ‘Régulationof Unfair ‘Trade
Practices with respect to Patent and Know-how
Licensing Agreements published by Japan's Fair

'Trade Commission T (Febraary 15, 1989 Hereindfter “J&
Guidelines"), 'which.classified various restrictions
contained in patent and knew-how.licensing agree—.:

~:yments:into three groups (from: the vxewpornt of;a SRR
prohlbltrng unfair trade practlces. *This. paper
explainsunder -what -situation «the ‘restrictions
mentioned in JA Guidelines:are:deemed-.as: unfalr:t;

~trade :practicesy -and attempts:: ‘to icompare: «JA o
Guideline's classificatign:with: ‘Cases. 10 'to-12%*

#rillustrated in.US.Department of -Justice - "Anti-trust

-Enforcement Guldellnes ‘for; 'International -Operations"
{November 11, 1988; herel,after "US: Guidelines")
that.are rrelated to- patent -and. know-how ilicensing
agreements. We.. also_studled EC:. ‘Regulatioens on

«wPatent kicensing-andKnow=how-Ekicensing; but=shall
not :discuss them.- as, are: .quite similar:- to.-the JA
Guldellnes.g:n« " R ST SRR T i

1: Clasrflcatrons of Restrrctlons 1n JA Gu1de11nes under
kkx '

Different Srtuatlons i g o
JA“Guidelines classified tﬁé*féét;;@@gqgngn;aiﬁédj
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in patent and know-how licensing agreements into three .-
groups: (a) Restrlctlon considered, in. pr1nc1ple, not to_:hf
fall under unfalr trade practlces (herelnafter @
Restrlctlon), (b) Restrlctlon which' may fall under anfair
trade practices “(hereinafter (b) Restriction}; ‘and (c)

; .
!
1.
[
!
i.'
3
I
K
i
(‘3'.;

Restriction which is highly likely to fall under unfair
trade practices (hereinafter {c) ‘Restriction). :These " .. ..
restrictions are specifically discussed below.

"1, Separately Granting a License to Manufacturo, Uso, ‘Sell, etc.
(JA Guidelines 1- (a)-(l)) ***f' BRI :
'[(a) Restriction] : B - e e
ThlS 1s proper exercxse of patent rlght, and ‘is
unllkely to restrict competltlons.gi

2,3,4. Restricting the Period, Area and Technical Field
(78 Guidelines 1-(a)-(2), (3) and (4},.2f{a1¥11jféhé (2))
[{a) Restrlctlon] R SR AR S

““They correspond to proper exerc1se of patent
rlght,,and are unllkely to res"

'ct competltlons.

* Definition: of “Unfalr Trade Practlces" as: used 1n
-Japdnese Antl-monopoly Law - '
"Unfair trade practices: shall mean an act falllng under
any ‘one -of ‘the followings & ,
{1} To unjustly’ discriminate other entrepreneurs-ﬂ
{2) To deal with undue: pr1ces,~ . o
{3) To unreasonably ‘induce or coerce: customers ofia
" ‘¢competitor ito "deal with -oneself; . ° .
“(4) To undertake transaction ‘with-ancther " party w1th
-conditions ‘which 'unjustly‘rest 1ct the busrness
Cactivities of the ’saidipartys’
{5): To:trade with ‘another party:by: unjustly maklng use
of one's -position in ‘the stransactionj =

(6)"Tounjustly interfere  with "the "Erafsact: ﬁibetween

' ‘otheri:éntrepreneurs: who ‘compete in Japan with®
oneself or with the company in which:¢heisats
stockholder or an officer; or to undully induce,
instigate, or coerce an act disadvantageous to the
.company - 1n case where the. said entrepreneur is . a
~‘company.™ (Section 2:7 of Antx-monopoly Act)

** See annexed paper

*** Uesugi, A. ed. "Guidelines for - Patent and Kno -how
License Agreements"
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5. Restricting Production or Sales :Volume of Patented

'Goods or Frequency of Patented ‘Process Use .
{JA Guidelines l*(a}f(5lr,2f(a4ﬁ(3l)
(1} [(a) Restrictions]

"Requiring minimum production or minimum sales
vwolume of:patented .goeds or -minimum use of patented
~oprocessY and "requiring minimum production.or sales
volume of goods under the licensed know-how or
minimum use of know~how" .are considered not to
impede fair COmpetition; and therefore pose less

threat to fair competition. , _
‘When setting ‘a very: large: portion of a latent
~macket .as "minimum®. in excepthnal,cases,_ requlring'
:.a minimum.guantity under the :license"” is tantamount

to "restricting handling 'of competing goeds" and
impeding .fair competition,  and méywbe_negardedvaS"
i zproblematic. R SRS :
(2) Cases not applicable to Guldellnes ,
:..Conversely speaking,:"limiting:the maximum

5quantity,»etc.“.should;be determined on a'dase-by—

- case-:basis,-and is-excluded from . the classification
under the JA Guidelines; {Japanesez1968‘Guidelines
classified it as "matters recognized as exercise of

right under -the Patent Law, etc.”.).: S
In. a, SLtuatlon where ‘the product. u51ng the -L  _
licensed technology is dominant in the market, the .
~. licensor -may conspire.with -many licensees for
ccontrolling the supply and demand by imposing such
restrictions.-on-the -latter. 'Such a.case is .- _
‘considered likely to threaten - -fair competition, and
therefore problematic. -

6. Restricting Export Territories - S
AJA Guidelines 1-(a)=(9),.(b}=(7), 2-(a)~8, (b)-(7))
" {1)Y-I{a) Restriction]

~Restricting-the -licensee export of patented
products to the territory where the licensor has
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‘registered the patent right, the area where the =
licensor 'is erigaged in routine sales activities,.and
the area where the licensor recognizes rlght of -
exclusive sales by a third party.

{2) [Basis for determining as (a) Restriction]

A licensor:-may restrict- imports to-a country where
the “licensor has the patent right under the :local '
‘patent law. To-violate the ‘licensor's vested right
“or ‘contractual - obllgatlon obstructs 1ncent1ves for

granting ‘licenses. T '
(3} [(b)} Restriction]
- 'Where alternative products or technology are
hardly available; where the. export is‘recognized
-only for a spec1f1ed country or:a specified product,
wii‘or ‘where "the export is ‘totally banned. "
4) #[Basis ‘for determining-as (b) Restriction]

" Except for cases falling under (1), it may-stifle
competitions in-an oligopoiistic'market-withihiéhly;
intense ‘product ‘differentiation. ~If there are only

~sa-limited number“of-big companies ‘'in export market,
N R I - p0551ble to divide ‘the lnternatlonal market
“fi*among themselves. ~ S '

7. Restrictions on Export Pricing-and Quantity -~ ¢

{(JA Guidelines l-(a)-(lO), Cb)*(BI; Zé(a)—(Q), (B)-(8))

(1)- [(a) “Restriction]- = ' : :
To imposeé ‘a restriction of ‘a reasonable “scope

under: which a licensee is permitted to export to

areaswhere the licensor has obtained 'a patent, is
“continuing its sales, . and dllows a third: party an’
exclusxve sale. ' Lo ' '

i

(2)”{Ba51s for determlnlng as”(a

Importation of patented goods may generally be

‘restricted based on the patent law of the country to.

which the licensor exports. To deprive the licensor
of its vested right will obstruct incentives for
~.licensing. T P
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e e T e
i

(3)‘I€b)‘Restrictioﬁ]w

Where the ‘licensee's import price andﬁvolaﬁe are
"restricted beyond reasonable..scope; where an .
obligation .to -export through the. llcensor Or -an
: ‘exporter designated by the licensor is .imposed.
(4) [Determiningepoint»whether‘(b),Rest:ictions-fal; under
a unfair. trade. practlces] . R
Determination. is made based on whether O not the
-competition in the. export market 15 mitigated or

nOt. S

‘8, Restrictions on Handling,ceﬁpetitors'AProducts»during'

‘the :Term of Agreement . - TS P
(JA Guidelines 1-(b)-(1), 2-(b)= (1))
(1) I(a) Restrlctlon] . o e
(:) Where the use of cheneed t=chnology for A
purposes ‘other than ‘the manufacture of ., patented

product is restricted; (3) where -an exclusive . -
- license provides conversion to.a .non-exclusive
= ~-license-.if -the licensee deals_ingqompeping}pppducts.
(2) ;[Basis.for determining as (a) Restriction] . .-
(L;;Rest:ic;iqn-related,to substantially.identical
‘products is deemed .to be within the .range of .
technical field; (g) an exclusive license cannot be

deemed 'as restricting dealing. in competing products.

'(31:[Basis;for determining as (c).Restriction]

;,(E;nWhe;e,manpfactu;e.and sale of a product
competitive with a patented product.are restricted;
4(%; where relations in terms:of capital and human
resources with companies dealing .in :competing

- products .are. restricted; (;) where 'a licensor

”fEéEéEGéé”é“EEEEETEB“EEEEinate the agreementﬁ;f“a
.-licensee deals.in competing . products.. .. :
{4) [Anti- competltlveness of (c) Restriction]. =~ .
(&) Imposing restriction on a product: already
handled: by .the.licensee leads to.exclusion.of

~existing cllents.




P. 6

(2; 1f the agreement is to be continued, dealing in.
‘competing products becomes imposSible.*
(5) [Other points of deteérmination]"
“Overall determination is made ‘in view of.the:
“transactions with exclusion coénditions; (i) whether
" there is a factor hampering fair trade such as’:
depriving competitors of ‘business opportunities or
‘market ‘participation; (2) 'if altérnative: |
tédhhology/?rddﬂdté’are-availablé.? Determination is
made on transactions with restrictive conditions
based on the fact if C) the licensor is a major
.. company, and. C) if. a ‘product ‘jointly ‘developed" w1th
.'a third party is deemed as a competlng product.;

9. Restrictions on Dealing in Competlng Products after
' Termination/EXpiration of Agreement S
(JA Guidelines ‘1-{c)-{3), 2- (a)=(4), (cy=(3)) =u o
(1) {{a) Restriction] ° LT
”5(:)*Whéf9“short‘term-restriCtiOn‘is imposed within

the 'Scope ‘necessary ‘to prevent misappropriation of

licensed’ know-how; QD‘whéré*shoﬁt”térm'festfidﬁioﬁf
is imposed as ‘a penalty when the license is -
terminatéd for a reason attributable to the:
" licensee. ~ - R '
(2Y “[Basis for ‘determining-as (a) Restrictién] "' =
- (1) Knowledge acquired by the licénsee cannot be' '
erased_even by return of ‘documents and’references.
~“It~is effedtive-to#secure'preventionfof mis4 _ |
"‘appropriation and will serve as‘an incentive for
knéwihdw'transfer!'_ T
(#J If the llcensee ‘causes- termlnatzon_of the

lexc1u51ve 1lcense, etc. by v1olat1ng mutual”
confidence, the ‘licensor will have to’find” another_
licensee. -~ 0 o : SR .
(3) [{ec)¥ Restrlctlon]
‘The licensee is restricted in'dealing with®
competing products or adopting Competing:technology
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“after expiration:or-stermination-of the:license.
(4): [Anti-competitiveness:of: (c) Restriction].
= The licensor deviates from the scope of.
restrictions needed to prevent know-how - _
misappropriation: without justifiable reasons for
securing profits. :
(5) [Other points of ]udgements]

Restrictions are allowed 1n certaln cases by
considering the balance, between securlng the
incentive for know~how transfer and: its influence on

worderly competition. Unless there is a specially
“justifiable .reason, restrictions after expiration or
‘termination: fall subject to;unﬁai:;tradéapractices,:

lO._ResEnictions on Suppliers of Raw Materials, Components,

ek, e . Con Sene .
(JA Guidelines I~ (a)-(S), (b)-(ﬁ)f 2=(a)=(7}, b}~ (6))
(1) .[ta) Restrlctlons] : ; '
Under .patent /know-how agreements, the. licensee is
.imposed-an obligation to procure raw;mgtet;ﬁls,
©.components, etc.. from the licensdr or a, source
;. designated by the licensor, (i} where guaranteeing
. :the effectiveness ofytheglicensed_paten;/know-how or
maintaining. the goodwill of. the licensed trademark,
~.etc.’ cannot: be achieved unless the quality,;gtc. of

the raw materjals, components, etc. are restricted;
(} restriction on sources of supply is essential in.
order to keep the llcensed know-how confldentlal.
These restrictions should be w1th1n the scope of
above mentioned purposes.

(2) [{b} :Restriction]

Under patent/know~how agreements, the llcensee is
imposed an obligation:to procure raw materials,

Componentsf‘etc,_from the licensor or -a.source
w.designated by‘the_licenson-without:reasonable cause.
{3) [Basis for determining as (b)-Restriction] ' _
The basic idea is that a licensee should. -
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-preéeferably have choice of sources: of raw materials. %
Therefore, restrictions on sources of supply for raw: :

materials,  etc. are prohibited, as .a rule, for the 2

sake of ' fair competition.: Theyrare: allowed, - f

“however:, if there are rational reasons: such as Y
!

preserving quality, goodwill,: etc.

11. Restrictions on’ Sales Qutlets.
(JA  Guidelines 1~(b)=(2)% 2-(b)=(2))
(1) [(b) Restriction] o
~ Under- patent/know-how agreements;, the licensee is

'imPOSed restrictions on: whom to: sell. the: product.
2) [Basis for determining as (b) Restrictionl.
Under patent/know-how agreements, if the licensor

7 imposes .an- obligation on the licensee to sell :the

- patented product (licensed product) to the licensor
or ‘a ‘party designated by ‘the licensor, it amounts to
depriving the licensee of the freedom of ‘selection
“of sales to others or a'means of competition. The
- ‘above’ applies to imposing an obligation not ‘to sell
the product to: those designated by the licensor.
"It i5, however, not reasonable to ‘exclude .all

these restrictions indiscriminately. If there is a
%valid'reasbn'éuChsas'p;eservinQPgoqdwiil*of the

- ‘trademark, etc., thén_phesefrestricticns*become

‘' “allowable. Lo

12, Restridtimg'Ré+sale Price-"

(JA Guidelines™1-(g)=-(1), 2-(c)=-(1))

(1) [(c} Restriction] -

Under the Ja Gu;dellnes,lrestrlct'ng re-sale:

- prices under patent/know—how license agreement is
- ‘deemed as (c) Restriction. - o

{2) [Anti-competitiveness of {(¢) Restriction]
“Restricting re-sale prices means that ‘the licensor .
restricts the freedom of price determination by
wholesalers and“retaiiers which is the 'most
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(s [Antl competitiveness of.:(b) and {c) Restrlctlons]

P. 9

“important means of competition,. and will be highly
likely: to:.impede fair trade.. Usually, there is
-~ found no:reason for justlfylng this.restriction on

‘re—gale prlce. o

13,14, Obligation to: Report-or to License. Improvement %ﬁ;ﬁiﬁ
~ Invention/Technology. - ..., .. .. .o -

(JA Guidelines l-(a)=(6), (b)-(3), (c)=(6), 2-(a)=(5), (b)~

(3), (c)=(6)) |

(L) [(2) Restriction] . Co

| + -If -the 11censor assumes the same. degree of

~;obllgatlons:as_that_1mposedzon the licensee. and if
wthere is:a good.balance between.the obligations, the
n+ licensee is.obligated to report to the licensor

. .knowledge or experience gained under the licensed
- patent and to..grant a non-exclusive. license to the
~-licensor on improvements -and applied inventions.
{2) [{b) Restriction] R Tlellit V ‘
: If. the licensor- does: not: assume. the same: degree of
it obligations and there is an imbalance between. the
.. obligations.. .
(3) [(c) Restriction] - . e T
The licensor imposes an obllgatlon on the llcensee
i-to: attrlbute to the.licensor the rlght to the
licensee's 1mprovements -and applled 1nvent10ns 6r to
- grant an exc1u51ve,11cenee to the llcensot.__An”
‘exclusive license as mentioned herein means:
cestablishing an.exclusive right.to .practice or
».restricting ‘the .patentee from practicing. . the.
- invention within the licensed. territory:. -
(4):: . Know—how agreements are: llkew1se classified.

"\D. These lead to unreasonably maintaining .and

reinforcing the licensor's market controlj;
<2) The fact that the licensor restricts the
licensee's freedom to use the. licensee's knowledge,

experience and improvements and to grant a license
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N

" overseas licensee, it may restrict import of’ the

15.

{Ja

(1)

" "to third parties Hampers R&D ecagerness and.obstructs
" technology development. This may also’ impede
“competition’ in thé product and technology markets.

licensorimay end up. setting unduly disadvantageous

exclusive grantback provzsxon.

““licensé& 'in the home country under an international’
~dgreement; it'may result :in market segmentation., If
“theére exist a number;of-alternativeftechnologies/
}ﬁproahcté_EOr the subject technology ot patented

“in the relevant field, then it may ‘be recognlzed as

P. 10

- 34 If a licensor does not assume the same:degree
of obligations and the relation is one-sided, the

conditions on the licensee,. -.i.no 0 o il
‘It is desirable to ‘clearly state whether the

licensee can exploit the invention under the i°

If ‘thée Yicensor ‘i's to'be granted an exclusive

product’ and the competition is actively carried out (“

"a specifically justifiable reason".
‘When' arJapanese-llcensor-1mposes restriction on an

patented product into Japanese market and may be

determined as affecting orderly competition.

Obligation to' Pay - Royalties: on Products. Other than
‘Patented Product (Licensed Praduct) ‘ '

Guidelines 1-(a)=(1l), (b)=(9), 2= (a)={10), (b)=(9))
[(a) Restriction] ' R e

'perUCt'canWbe used as’the basis for royalty ‘are;

__part of the manufacturlng ‘process,- and %2 when ic’

230

is related to components..  The productlon/sales

‘:Lvolumeso; amount of -the- final ‘products using sald

- iproblems: as thefbasiSZforrroyalty.calculaﬁion for

© gonvenience' sake.

The ‘cases where products other' than, the patented

1 when ‘the licensed patent/know~how is used as a

patent,  etc. or components may :be' used without




(2)

(3)

{(b)-Restriction]

Where the licensee is obligated:- to:pay royalty on
products other thanthe patented product, that is

where the licensor establishes conditions for
“transactions which are unduly-disadvantageous to the -
“licensee; problems may occur. : :

~[Basis ‘for determining.as (b) Restriction]:::

This may lead .to forcing ‘the licensee to pay

royalty even-though they are -not using. the licensed

technolegy. Provisions such as "all the products
similar to the licensed products shall be-deemed as

- using:the :licensed technology.......:" may be
‘problematic 'since the licensor may be con51dered as

taking advantage of their superior position, if any.
The use or non-use.of the licensed technology for.
each product must be clearly determined. -

If the license involves the production know-how;

~determination of ~whether :said know-how is being used

for a similar: product:.or not may: be difficult, and

- the manufacture/sales volume or-amouﬁt;of'the final

products- - including the similar-products may be used
as the basis for royalty calculation. -{(Balance with

:the ~allowable restrictions of dealing in- competrtlve

products durlng the teérm of license.):

16. Restriction on Quality. of Patented (Licensed):

Products, Raw Materials, Components, etc. -

{JA Guidelines l-(a)-=(7), (b)-(5), 2=(a)=(6) ,:(b)={5))

(L) [(a} Restriction] .

""£>‘Where'the licensor's restriction is“for

.achieving the ‘effect: guaranteed by the 11censor to

(2)

be above a certain level under the ilcensed patent,

-~ and {2) where the licensor's restriction ‘is to-
-'preserve the QOOGW111 of: the licensed trademark.
[(b) Restrlctlon] ' '

The gquality of patented product,; raw materlalsr-
components, etc. is restricted.
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Raw materials, components, etc. as used herein’
include machinery and devices required for -

manufacture of patented products; etc.:

~The restriction on items over which the licensee

|

|

|

|

E

|
{3) [Basis for-determining as (b) Restriction] : - %

i

e

'essentiélly has free choices may -impede -competition
in the market of ‘the patented product or ' the.market :
of raw materials ‘and components: SRR ' Fi'
Imposing this.restrictionfmay'bé”problematic if
‘the obligdtion per -se to-use the trademark—is
moquestioned. : : '
{4) - :This . restriction rarely creates problems in an
international technical assistance agfeement: .

"17, Obligation: toc Make .Bést: Efforts: .
{JA Guidelines 1-(a)-(15), 2-(a)-(15))
(1} [{a) ‘Restriction] -
. The . licensee is required to make best efforts to

carry out the licensed patent/know-how.

(2).° . The:provision imposes an icbligation to'make best
. .efforts, and does not :include any other ‘rules (such
as.restricting :dealing in competing products).

{3) -+ - Where the licensee assumes .a burden of ‘proof for
having made the best efforts; and the license is
converted to a non-exclusive one or terminated lf
the licensee falls to 'do that, -this may . be ! .-
determined as falling under (a) Restriction. . .

_Provided, however, é.licenseKCQntaining—a
unilaterally disadvantageocus condition for the: .
licensee may be considered as problematic as

s-containing a-unilateral .termination condition.

18. Use Restrlctlon .and Rovyalty. Payment Obllgatlon after

Explratlon of Patent Right or ‘after Know how ‘Becomes
Public Knowledge b ‘ s
(JA Guidelines:1~(a)-(13}), (e)={(4), 2={(a)=(12), -(c)~(4))
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(1) ‘{{a) Restriction] _ : o :
«"Within the scope recognlzable as.-installment or
“deferred. payments of royalty" means. that if royalty
-payment ‘for use before the patent right expires or
know-how becomes publicly known is .made in .. . 7
“rinstallments .or deferred, imposing the licensee to: - ' z;;;::
rpay:royalties -after the fact is.naturally to be o
: expected, ‘and -this will not be :deemed, as -a rule, as
unfair -practices. Leru s o
A know-how license provzdlng for continued royalty

payment limited to "short perlod“ (such :as for .2
years) during the license- ‘term after the llcensed
know-how becomes publicly known ‘for -reasans not .

attributable to the licensee :will..not :be. deemed, as

a'rule, as unfair practlce.;'4 v e

(2) .. [Bas 1spfor_dete:mlnlngfas_]a);Restrtction] : “
- As for know~how agreements, there are three bases
- -for determining.as_(a)uﬁest:ictionar(zi'Where the
wvlicenSOr's-riskseof,know—howfbecqming;publicly known
- at-.any time should be shared by the . .licensee in
order to secure the-incentive .for -know-how transfer;
2 theadvantage -of learning know-how or
‘confidential technical. information before
competitors xsuconsxdereble;umi}_oblrgatlng,the
-7, licensee .to pay royalhy after . know-how becomes
~,-publicly -known is :.not-necessarily unduly . -
-jdisadvantageous‘if within-a reasonable period of
time.. The licensee is required not to.be .a. .
responsible party-for causing: know-how to-become
publicly known.  If. the 1icensorfisuresp6nsible,

then the oblxgatlon to continue royalty payment

"hnaturally be deemed as lllega;f -
(3) [ {c) Restrlctlon] ) R . ;
Unless the reaseon (1) above for justifying. the

wcorestriction exists, anybody should be free-to use
+the.subject: technology -after the patent right
~.expires ‘or know-how becomes publicly:.known for
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‘reasons not attributable to the licensee.““cléarlya;
“"the -licensor has' no -authority to restrict the use of
“'gaid teéchnology or impose an obligation to ‘pay

“royalty. ‘Since such restriction is-highly likely to

obstruct fair coméetition;-it-may create problems.
(4) - “#"'Know-how licenses are similarly handled at EC.

.~ ““But there is no limitation on ‘the: .continued period
'Of ‘royalty payment to a short term:during-the term

of license agreement as in the JA 'Guidelines.

19. Restriction on Sales Price AR
(JA-Guidelines ‘1= (c)={2), 2=(c)=(2)) . ==

~ (1) {{(c) Restriction] R

L L7 The ‘licensor ‘restricts the ‘licensee to keep the

maximum or the minimum sales price of patented

product within Japan by (1) concretely indicating’ '

2} setting the price zone (such as

“% the sales price,
‘7 1imiting the discount to up to 10% of “the desired
retail price) ‘and “imposing an‘obligation:to observe

ity «3 ‘imposing an ‘obligation to obtain'the:
-Iic¢ensor's ‘advance approval for pricing, etc.

(2) [Anti-competitiveness of “(c) Restriction]

This ' restriction i's ‘generally not considered
‘necessary for securing the royalty. To impose this
-restriction-on plural licensees under a multiple

license will createé problems since it will greatly
" undérmine-the ‘competition. Restriction on - sales
pricing - in foreign ¢ountries is ‘excluded from the JA
“iGuidelines based”oﬁ“thE'judgemént that-they do not
‘affect the Japanese market directly. :

o Restrictidn SRR, Devéiépméﬁtm.ywmww,wwwmwmwww
(JA Guidelines 1-{c)-(5), 2-(c)-(5))
{1) E(c)-Restriction]i :

The licensor restricts: the licensee. to perform R&D

on- their own or“jointly with third parties regarding
“the lic¢ensed- technology or -competing technology.
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A2) i [Anti-competitivenessi:of {c) Restrictioen] .
This restriction 'is similar’ in -character. to that
on ‘dealinyg. in competing preducts,.but:.its impact on
- the. market:-is ‘prolonged, and will -hamper -the fair {::
.trade practice on a larger scale. Therefore, the
' restriction is deemed as :(c) Restriction whether: it
is imposed during or. after. the license agreement. A
licensee under a know-how agreement ‘and. conducting ‘a
:joint'deVelopﬁéﬁtiwith”aathirdfpartyamay'be imposed
¥ regtrictions to,prévent-di?ulgence oE«theﬁiicensed
_know-how. In suchi:a .case, judgement is made: by
considetingathefbalanCE.betweenﬂthewincentive;forgjﬁ
cxoknow-how transfer and: the:effect on .orderly '

- competition.

21,22, Obligation5not3touDisgute7Patent-Validityﬂénd
colewTerminationof Agreement when Patent Validity Is

Disputed (Know-how ‘Becomes ‘Publicly Known) =

(JA -Guidelines l—(b)‘(LZ);&2G(b)4112)qElé(a)=1&4i;32~(a}-(i3f)

(1) "[(b) “Restrictiom] “n. « © = oo o0t w g oo
) Where imposing an obligation:not to:dispute is
likely "to impede competition, and:: (2 where unduly "’
vin o digadvantageous conditions ‘are 'set for the “licensee,
‘there may .be.: problems. ,
{2) [Ba51s for ‘determining ‘as :(b). Restr1ct10n] '
irImposing an obligadtion: on ‘the -licensee:not to
dispute*ﬁhe-p&tentfvaliditj,-etc; appears ol
‘permissible ‘according to fair ‘and equitable
principles, but it is likely ‘to hamper the - -
licensee's COMPQtlthe ablllty. If, on the cother
_hand, the licen: : < ge
etc. of the patent -right, the llcénsor would ‘be-:

discouraged from granting licenses. " Thus,; by

“recognizing the licénsor ‘a right to terminate the
Ji'agréemént when the'licensee ‘disputes the patént in
“"question; the licensor is ‘encouraded -to grant

i licenses . Thi's "termination ‘of ‘licerise ‘when ‘the
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validity, etc.: of the patent: right is disputed".is
.- considered: not: to dimpose :unilaterally

‘‘di'sadvantageous conditions :for: the licensee.:
(3) v:2% :Similar+thinking is applied: to ‘know-how licenses.

23ui0bligation:to~Use-Trademark;,etc:

(JA Guidelines :'17-.:(--b‘)‘-:'(4)1. 2-(b)=(4) ).

(1)) Restrictions]:: R NP
foanenoil The llcenseeglssimposed:an obligation to use the

sxoockriademark,; - ete. designated: by the licensor on the
patented ori:licensed -products.
(2)¢1BasisqforVGEterminingﬁasribylRestrictionl¢?:m~uﬁ”
A By'limiting;thé,fréedomﬁof.choicepbyathecIECensee
to use the trademark, etc. which is;one“means-of

competition, the licensee's business activities are
unduly restricted -and the competition may ‘be
~ 7 impeded:’ -After: the patent right -expires or know-how

becomes .publicly: known, the licensee _may:be -
‘=¢raub3ected £o a dlsadvantage of : compelled -use of the
trademark as a result of having contlnuously ‘used ;
i wliosaldctrademark.: .l
(3).
- »designated: by the licensor.:as a result::of ;arbitrary

+ If:-the licensee 'selects. to use:the. trademark, etc.

negotiationh among parties:;:and the:licensee is
granted :a license:to :use;.the :trademark ; -then .the 3
qiinensor:may‘wixhout,p;cblemSy:estrictathexsale of.
products- to. which no‘tnademarkfis attached. .= |
(4) Theze~is;a;ppoblem;iﬁ=aapatent-ligense:stgackaged
- with.a License for trademark, etc. .- ni-=

24, Condltlons for. Unllateral Termlnatlon_

{JA Gudelines: l-(b)}=(11), 2-(b)=(11))::
(1) [(b) ‘Restriction].. R
.-To ‘provide: a condltlon whzch is unllaterally

';ydisgdvantaggous‘toathe licensee -such as unilaterally
andgimmedia;elywhepminatinguthe:ag:eemenﬁ~without
wri-appropriate: period of..advance warning :for..a reason
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(3)

(4)

(5}

25

)

P. 17

other:than:failure to: perform the agreement .such as
inselvency of a party. S
[Basis for determining as (b} Restriction] - -:+
:;: Grave default, insolvency- of .a -party by. force
wmajeure,. bankruptcy, etc. do not necessacily require
an -advance: notice.: An :agreement.:between the parties
w.also: presents: -no problems.. Generally, the :
. unilateral :termination by the licensor will make the
'1?1icensee¥sﬁpositionaquite:ihstable.‘nWhen;th}s kind
cafprovision: is included in order to enhance-.the
., restraint: of other: restrictions and when the -
‘licensor is at a superior position, it will present.
problems. | g inian
An appropriate period of advance: notice means:
generally more Ehan three months..- :

- If. this restriction is used in combination with
-other, provisions which may -be regarded probleématic
ender_the-Antiemonopolyilawﬁ'such"a.casewmay:fall
subject to this restriction notwithstanding :an
appropriate: advance notice period. :::
| Under. international :technical transferi:agreements,

- effects :of such restrictionson the orderly:

compe tition in-the Japanese market is. :small:and

- itherefore .does. .not present any: problems. .0

-Package Licensing.. .

(JA Guidelines::1-(a)~{(12) . (b)—(lO), 2-(a)-(ll)f (b)f(lﬂ))

[ (a): Restriction] :
;There'is.nngrobLemfif“licenses are -granted under
a plural number of patents (combination:'of patent
and/or know-how) after an arbltrary negotlatlon by

“the parties to an agreement because they are‘
interested in all: the related technology- or -because .
:they~wish~towavoid;disputes;¢ There: is:‘also no
”p:oblemJevenfifzthewpackageclicenseuis forced by :the

' Iicensor: .so.:long.as.there: is a need torgrant the . .i:

.license wunder a series .of patents/know-how in order :
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' fo ‘secure‘or ‘guaranteethe effectiveness of
technology.
(2) {(b) Restriction] - -

' -Thei'problem ‘arisesif the' licensor forces package
“licensing even though there 'is: no need ito'‘doiso to
“secure ‘or ‘guarantee the efﬁect‘bf technology.

If:a license is to expire shortly,.a licensor may
“iigake another»patent.withaaACOmparativeiy-lbng life or

:gtill another patent highlylikely to ‘be invalidated,
“‘and grant a license: thereunder with the ‘effective

patent, ‘then a problem is highly likely to occur.

_ 26. Confidentiality
' (JA Guidelines 2-{a)-(14)) .=
(1) [(a) Restriction]

‘The .1licensee is 'imposed "an obligation not to
"wﬁdivulge'the'licensédfknOW~h6w tobthirdwpanties while
the:-confidentiality-of ‘said know=how is bexng
maintained. . - _
(2) {Basis for determining -as {a) Restriction] .. .-

e Confiddentiality &5 the basiccondition for
protecting.knowehcw;Jand‘imposing'thiS-cbnditibn is
considered essential “iniknow~how license agreements.

There are no: problems ‘concerning 'the restriction
after expiration/termination. This section, however,
discusses the act of imposing conf1dent1a11ty per se,
- -and does not:state 'that there ‘are ‘to problems::
concerning various restrictions 1mposed~onmthe:2
' licensee to prevent divulgence‘of: know-how to third
parties. oeoadee i S fE {

II:;Compa:&sonwofuJA~GuidelineszwithiUS"GuideIinés“f

JA Guidelines provides ‘for. examining ‘standards for
~unfair’ trade practices:.as to patent and know-how lisensing
agreements (though:it-does:notﬂprOVide*forﬁexamining. 7

standardsifor%phohibition;ofaprivate monopolization or
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unreasonable restraints of trade, they can be, as a matter
of course, applied to such cases where techﬁplogyAlicensing
agreements are used as a means to effect un:easonable
restraint of trade), whereas US Guideilnes provides faor

examining standards for the Anti-monopoly Law as a whole.

It is therefore difficult to. simply compare the two, but we

attempted a comparative~study of-judgeﬁents.rendered in

license agreements.

1. Similarities of ‘US-Guidelines and JA -Guidelines

(1) Appllcatlon of Rule-of-Reason
. " The US Guidelines analyzes the restrictions

~according to a rule-of-reason unless the underlylng
-‘transfer .0of technolegy is a sham.: That 1s, the
~provisions of the license agreement are evaluatead
" rcomprehensively in terms,of the following: .(Step 1)
the market for technology:-licensing; -{(Step 2). the
'--;marketuother=thanﬁthat-forytechnqlogy-licenging;
{(Step 3) analysis_of ve;ticalxrest;éints;4(S;ep*@)_
,advantagesfdf effiéiéﬁéy'tb_offéét aﬁfiéﬂ- '
» competitiveness.. = - ‘
. The JA Guidelines teaches that #1t is .necessary to
individually and concretely analyzevphe effects of a
;3_restrictive-provisionxon~orderlyﬁ¢om9§£iﬁibn"
~(Preamble). RS v .f
- “That is, neither makes .a determination.that "a
specific restriction makes it illegal per se”.
-~ . This-is because neither of the JA Guidelines nor
the 'US Guidelines takes-the‘position that the ”
licensor is necessarlly in.a superlor pOSltl

"7(2) Handling of Know-how Licenses

. The .JA Guidelines separately prov1des restrlctlons
- for know=how license agreements and patent license
;agreements, although it basically handles the patent
‘license .as :the US Guidelines.does. It.takes the

--position that restrictions.are relaxed: for. the
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- iportions where the. pecullar need for :know-how is
“recognlzed. S . :
+ 7 "The“JA Gu1delides shows different--thinking :for: ;.
" ‘know-how ‘licenses from patent licenses ‘in-.respect of
“following peoints. - predd ' :
~ij ‘Separate license for manufacture, use and 'sale
Sy ResEriction'dn~tefbitory-'“ '
{ii)- Restriction on dealing ‘in competlng products E
' after license expiration o : g
iv) Restriction on scurces of raw materials, etc.
v} - Obligation ‘to pay. royalty after ‘know=how :
becomes publicly known sha EE
-vi}® Confidentiality’
“1{3) ‘MarkKets-Covered :
-7 The JA'Guidelines discusses and analyzes only the

‘‘areas which affect the domestic market (consumers}) as
i*-the US-Guidelines. '"As 'for the overseas market, it
' considers only the ‘portion:dffected 'by -the “products
7 and “technology which "are “imported totheir country.
. (4) “Nationality ‘of Contracting Parties :
- - Both the JA Guidelinesi*and the US ‘Guidelines are

- applicable irrespective of the. natlonallty ‘of the
"t contracting partles.'“ S ,
{5y ‘Cross Licenses

+ - “The JA'Guidélineés ‘evadluates the cross licenses from
the viewpoint of market segmentatlon as in the case
of Anti-trust Guidelines. - : :

2. pifferences between US Guidelines “and JA - Guidelines’
' Having studied the two ‘guidelirnes, we found
.differences related to th ‘ S

Eollowin

(1) Scope of Coverage

- The US-Guidelines covers ‘general business
v ractivities ‘which fall “Subject to Anti-trust Law, and
includesiall the intellectural 'property ‘rights in the
"“field-of -licensing: “'The ‘JA Guidelines, on the other
“hand, is ‘limited to-the areas ‘telated to patent and
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‘- know-how :licenses, -and ‘in particular excludes

software:licenses from its applicable scope. :

- Customer information and trade. secrets are sometimes

{2}

called know=how, but- they are..also outside - the scope

of appllcatlon.;a . e
‘Restriction on Use of Competlng Technology;.

The US Guidelines deems: that restricting.the
licensee not -to use competing technology or .products

-.is . procompetitive -as -discussed in Case 10.. :This is
‘recognized as arising out: of interpretating -- '

restrictive conditions with -an. empha51s on the . -

. market. The -JA Guidelines deems:  that. such

(3}

'restrictlon¢on;use-of-compet;t;ve technology -is
,likely:to-fall-subjectqto,unﬁair trade..practices as

(b) Restrlctlon.- _ . o
Vertical Restraints in Ncn-pr1c1ng Matters -

The US Guidelines considers in the Rule-of-Reason
analysis, Step (3} that reasonableness of vertical

"non-pricing restraints, particularly the ease. of

..collusion under specific market. condltlons and the

wpossxblllty_ofaantlfcompet1t1ve_equu51on=qf.“

competitors. . The JA Guidelines does evaluate.

.~“;easonableness~ofgthese-viewpointSaLn;respectgqﬁ~w,

i (4)

~individual: provisioens, but does not.define :analytical
.osteps-.clearly.. ) : Sl A
+Royalty -Based on.Total. Sales.m‘,--

The IUS Guidelines.interprets royalty calculation:

-based on total -product sales as procompetitive, . i .:

-..‘irrespective .of whether the licensed technology was-

?as falling under (b) Restriction ‘which may Eall

-used :or not-as discussed in Case 10. However, the :JA
Guidelines- cla551f1es such: overall royalty obllgatlon

»gSUb]ECt to~unfalr;traderpractxces,~and~may:dEem_Ltqas

the licensor setting unduly disadvantageous

- -conditions .on .the licensee.. - .-

#(5)

Grantbacks - : Dl e e _
.. The US Guidelines deems .the grantback provision as
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E
procompetitive. Contrary to this, the JA Guidelines }
interprets attributing to ‘the licensor the right to
"~ licensee“s improvement inventions or imposing an
"obligation on exclusive grantbacks to be ‘(c)
"Restriction which is highly likely to £all subject to
unfair trade practices. 'On ‘the other hand, 'if ‘the

provision is deemed as (b) Restriction,
f-?reasonableneSS*is.Eested'by.seeing whether or not the
‘"Iicensor assumes ‘the same degree of ‘obligations if
the grantback is provided in a nor~exclusive license.

(6) Exclusive Licenses

The ‘US Guidelines ‘generally considers ‘them as pro--

: ‘competitive. - The JA Guidelires does not take such an

rlattitude, 'but the recent tendency ‘is ‘that ‘restriction
combined with an exclusive license is not
problematic. L : :

I1I: Conclusion
" ‘When 'we “examine “the restrictions on which different

determinations “are made under these two guidelines as
described ‘in Section I1,2 of this paper, we get ‘thé"
impression that the US Guidelines . attaches an importance to .
‘the effect of'resﬁriction:on'procompetitiveness"in'the
market whereas the JA Guidelines attaches ‘an importance to
determination of whether -or not ‘a‘restriction .falls subject
to unfair ‘trade practice. ‘Detérminations under ‘the JA
Guidelines are ‘made through the apprdach that examines each
restriction individually, provided, -however, ‘in:judging
whether or not each restriction is justified, vVarious
_/related situations are considered in addition to the

restridtion‘per-se;"Fﬁktherjth?éﬁgaiaﬁalsomﬁé“ﬁoiga that
“anti-competitiveness of an agreement as‘a:whole-cah”be
examined from the standpoint of prohibiting private.
monopolization and unreasonable restraints of trade ‘in
addition to prohibition of unfair trade practices :even ‘when

such ‘an ‘agreement-has passed the test .undef JA Guidelines.
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[Annex]- . o L : .
< Commentary on US Department of Justice Anti-trust

.Enforcement Guidelines: for .International. Operations

Case 10+ Vertical Restraints in: a. Patent License

(1) Summary of the Case

@ Company O is a leading US manufacturer of wind- -

llshielﬂs:and_other'automobile‘glassw'and;invented'a-

- . new scratch-resistant transparent coating for
automobile: glass: applications (AGPLEX) .and obtained
US:-and: foreign; {including EC countries) patents.{‘ 
This - technology is applicable to safetygeyeglassés.

o Company A is one of the several US manufacturers of
..safety eyeglasses, :and is a licensee under Company
0's US Patent. S ST
"{Conditions). * An exclusive, field-of-use license to

- make and sell safety eyeglasses
::coated with-AGPLEX in. the United
.-Stéges e
. * The: license. forbids making and |
selling safety eyeglasses coated Qith
. any other material, but not safety
w@eyeglasses-which;aregnot coated.
..~ Royalties are based on its total unit
‘sales. of safety eyeglasses,
regardless: of: whether they are coated
_ o _f;za,Qr not.. o . : RS _

e Company. B which is one of the several British safety

- eyeglass manufacturers. and Company 0's licensee
_underfits,ﬁcﬂpatenté.jz

" {conditions). - An exclusi
T iizé;fégy;ngéiésses coated with AGPLEX
l in EC_codn£riés.
-~ = The conditions. for manufacture
-restriction:and royalties payment are

the same.as fFor Company A.
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® Company B supplies 5% of the total consumption ofi '
safety eyeglasses in theiUnited ‘States, but cannot
*'sell safety eyeglasses coated with AGPLEX because
they have not obtained a license under US Patent.
@ The concentration ‘in the safety eyeglass sales . ...
market is not so high.

- {2) Discussion , .
TEE?-”fDiSCUSSionvwas made’ limited to the effects of the

license on US ‘commerce, The other points are the
“rgame ‘as ‘the analysis of: domestic contexts -
 (g}f*;“Sinceﬁthis“liCenSerister valuable to the.
‘licensee :and is not -a sham, the Rule-of-Reason
-+ analysis-wasg ‘applied.” : EREEEE R
23,7, '8tep 1l Both Company A and Company B do not own
' technology competing with:AGPLEX' and do not
- control access to 'it, there' 'is no -
- restriction on licensor/licensee
competition’in any:relevant technology

market.

QE: Step 2: In ‘'other-market such as sale of safety

P oo orrigyeglassest or” other ‘products, Company O is
- ‘not- -competing with Company A or Company B,
“nor would Company O have entered in the
‘safety-eyeglass' market except for the
“‘license. Therefore, there is no restraint

e ‘oncompetition. T e

5‘- Step 3: Vertical Restraints Analysis
: 1) Collusion.:.The license could be deemed
‘ “ problematic if ‘it "could facilitate

collusion-inrthé'saié“bf'all’kindsm

- of safety eyeglasses or in licensing

©‘technology competing with AGPLEX."

The  ¢ollusion’is found ineffective

‘" because there is no alternative
technology for AGPLEX and because
the concentration in the safety
eyeglass market is limited.
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.ii)Exclusion..:The license could:be deemed
problematlc if it "could Eac111tate_;
exclusion of companies anti-.

competitively -from ‘the. market
- related to. the sale . of safety:
%weye§1asses or the market . of -related
w::.technology.” - While -this .license
forbids Companies A and B to coat
;s:safety eyeglasses with agents . other
“than AGPLE¥X, there are many other

gimie 1o e gsafety eyeglass makers which may be

;able to sell:a competing coating
- stechnology, and therefore there is
no possibility of exclusion.
= Collusion or exclusion-is not deemed
to 'have:-been: present if :the market
::share of the company imposing
-:restrictions :is: small {(less than
- 10%). |

ws5tep 4s gSlnce Steps 1. through 3 made clear that the

l'icense rarrangements in this case are not
coanti-competitive,: it is irrelevant whether
-or: not the restrictions in these licenses
~areefficient. .. The restrictions considered
.aprocompetitiveﬁin'this=ease are discussed
o : below. - i '
1) Excluszve License...This: would maximize the
Hareturn.on the-llqensor s investments
‘in R&D,--and enable the licensee to
‘enter the: market efficiently.

11) Restrlctlons on use of competlng technology...

Thls w111 be an lncentlve Eor
q“deueloplng and .positively selling
the: licensed. technology.

S T T 1 Royalty based on:total sale...This would save

. i:theimonitoring costs of production
by the licensee and would be useful
in diffusion of technology.
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Case 11: Exclusive Patent Cross Licenses with Grantbacks

(l)?SUmmary-of‘the-Case:f
® Company A“is a'US firm and is a dedicated maker and
the 'seécond largest seller of product X in the United
States. Their.sale of product X in Japan is
'minimaI:H'Theyv0wﬁ,proceSS'patents {(Japan and US)
.covering certain technologies used in manufacturing
~product X. : SRR
'@ Company B'is a Japanese firm, makes product X and is
‘the largest seller of product X in Japan. Their
~.sale of product X in the ‘United States is minimal.,
“-They -own process-patents (Japan and U8} covering
certain technologies used: in:manufacturing product
X. : ‘
@ Companies-A-and: B agree to cross-license one ancther

to practice their. relevant foreign patents.
" {Conditions} - :Exclusive: license with an exclusive
¢ .2 grantback: clause.
(ex. B makes ‘improvements on A's
:technology ——-B.assigns US rights ﬁo

‘such!-improvements:ito ‘A)
o+ If a party makeswpatentable
.improvements to its own patented
e - technology, ‘this ‘party will grant the
“-other partymah exclusive licence to .
enable the other party to practice
‘. :such: improvements in the ‘other
. party's home country.
“{ex. B makes improvements on B's
technology —= ‘B assigns US rights to
“wpractice: such improvements in US to
Vfafff?%mrwwwﬁfwwWWMWMﬁWMWWWwwmwwmwWWWMW
.+ A ‘and B'agree/-:that regardless of

-~ which technology was used in making
X, X will not be sold in the ‘home
- .country of.the other party.
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In sum, A.ls: granted an exclusive right to
“practice both:A%s and :B's technologies and all the
(Liimprovements: ‘made ron -them -in the United States,
while B is-granted -the .rights equ;valent thereto in

“rJapan. o

(2} -Discussion . R [ .
'(&)ﬁ~ Discussion is 11m1ted to the effect of license on
..the United States commerce. . The other points are
the same as the analysis in domestic context.
;Qg>xn .The :technical transfer appears.not to be a sham,
»~-and.the :-Rule-of-Reason dnalysis is applied.
ké>;\stepu1; ‘Analysis of  technology market
o s As..there .are hardly  any alternative
‘. technology -to.the li;eqsed technology for
- manufacture .of X or an alternative
iproduct to. X, -A's acquisition 65 B's
.- technology may. be considered anti-
.competitive. If such is the case, then
the following points .should be
-considered; whether or. not the license
intends to create or enhance market
~gontrol, or to facilitate its exercise,
 }wheﬁhe;;or=npt R&D efforts may'be
. .:expected to bring-about the competitive
g,bechholquuwithinutwo.years, and Qhether
.or-not -the peripheral. technology can
prevent any attempt..at exercising the
IR , ;w0 --market. control. :
Qé) Step;Z:y Analysis of -another market (product market)
o ~Since B has ‘agreed not:.to sell X

manufactured -using thelr own technology

;w;th;n-the United States (because of the
--exclusive license), .it-could exclude all
.the. competitions between A and B '
-regarding X's sale in the United States

which may exist except for this license

agreement.
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Accordingly, it discussed whether or not
“-TA'can’(siﬂglyfor'jdintlyHWithsanother
- 'seller of ‘X' in US): reduce "the :production
~-and ‘raise theprice of X
+ It then discussed whether or not:the
agreement between A and B not to license
their own technologies to third:parties
“will ‘create the ‘market control ‘in the .
" “‘relevant market concerning X.: Probably,
“there is no market control. -
(Since B is ‘the ‘second .largest US seller
‘ of X, there is‘at- least -ore ‘competing
‘process ‘technology used ‘in producing:X -
sold within the ‘United States. There are
'pOSSibly-other*tedhnoidgies.)
3, Step-3: " Analysis of ‘Wertical 'restraints
Wi “iils Cross licensing is- equal to the merger of
R f‘A ‘and BUin:the ‘techriology market and the
" ‘market relevant ‘to X.  If there is a.
tiIikelihood of “collusion, it would have
‘““'beéen detected in Steps 'l and 2.
i Tf there'is a Yikelihood of anti-
‘competitive exclusion by the agreement
‘‘between A and B by not licensing their
“% technologies to ‘third parties, it would
_ ‘% have-been ‘detected in Step 2.
\E/*~Step*4é-"Coﬁpetitiveﬂbenefittho'offset anti-
2 erilu tcompetitive -harm :
« It is examined whether -or not the anti-
cdmpetitivé”harm'may be offset by-

by this liceénse. & -

‘. Restrictions in this case considered
~‘procompetitive rare-listed below.

‘i) Grantbacks, especially when the

‘license is non-éxélusive
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ii) Granting rights to.Euture:imgpovements
by the licensor-.- . '
-/ This will protect- investments. :to. the
~-. subject-. technology made. by the .

. s licensee.. ' SR o

iii)fExcluslv;ty;raMaximized.:etqnqéfroﬁ 7

- investments in R&D activities...

Lan et e bl S

" Case 12: Know-how Technology Transfer Agreement with,

Exclusive territories:

(l) Summary. . of .the Case:

:Company A is a;small US company and possesses

- know-how- used.in production of product X. It does
. not.:export. product: X.. = . DRt
.Company B-is:-a large scale multi-national company

basad in West Germany.. While.:it does not currently

. produce product %, it produces.related products and

~»desires. to manufacture- and. sell X within EC.

Company C is a large Japanesedcompény currently
manufacturing X%, but its market.share in Japan is
small. - Its. market: share: in. the Ynited States is

smaller: than: that. . -

.. Company C: believes: that Company A's technology will

improve. their. efficiency and-quality of X.
Company A has entered a technicalwtransfer;ag;eement

sroffering: know-how. to B.. -

+-{Conditions) -+ Term of agreement, 20 yearé

.+ Company B shall-not: sell X in US
during:the term of agreement
sdrrespective of whether or not A's

know—how was”used._

L;Company A is negotlatlng with Company C regardxng a
+similar agreement.:. -

<~ Company C.asgerts. that. sale of X by Company B should

-wbe;ppoh¢b;;ed in Japan,. Australia .and East Asia.
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{2)y Discussion
The case was studied-limited to the effect of the
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‘on US commercé. The other points are

to-analysis in domestic’ context.

Company C believes ‘that' A's know-how would

the production efficiency' of X, this know-

comivercial values: ‘If this license is not a
hide cartel among A, B and C, then the Rule-

of~Reason analysis’ is applicable. ™ =

Step 1:

Step 2: -

Techn;cal market

Limiting the sale of X manufactured:using

‘C's technology inithe United States can

'~ ‘have thé”effect~of‘exdludingfc*sf*

technology from the United States.

~'If there is only one technology available

- besides A's technology, and C's:

‘‘technology is only slightly inferior to

‘" .the others, then the above assumptlon may

“‘become-‘true.,"

‘However, if there aré many other:s®

competing technologies or'if C's
technology is considerably inferior

‘(which is the fact in this case), the
T.license is not- antl-competltxve.

Other markets -

Regarding the agreement between: A'and C,

"its possible anti-competitive ‘effect on
- the sale-of %.'inthe relevant market was

studied in the event that A and C merge

‘before  concluding the license agreement.

(Conclusion unknown)

“Restriction on: terrltorles regardlng
-competition between B and C cannot: be
‘expected to affect US commerce difectly

.or-substantially. US Anti-Trust Law does

not have jurisdiction.
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g(é); Step 3: ‘' Vertical restraint analysis

i:.:» Steps 1 andi2.-have.already considered
-..:whether or‘not:collusion or exclusion of
' competition by B and.C will create or

‘enhance.market control.or: facilitate
exercise of unilateral or collusive
market control in the United States.

+ It was considered whether or not the
license in this case results in anti-
competitive exclusion of the competitors
from the relevant market (by refusing
these companies access to US production
or distribution facilities réquired for

"use of the competing technology) or from

the relevant market of X (by "making the
competing technology unavailable"). The
presence of B and C in the United States
is small, and the posssibility of anti-
competitive exclusion is extremely small.

'(E) Step 4: - Benefit of efficiency to offset anti-

competitive effect.
If the license was judged to have anti-
competitive effect by restricting
“production in a certéin market or by
increasing the consumer market in the
United States, then it is studied whether
or not the benefit of efficiency of this
license will offset the anticipated anti-
competitive harm it may have.
* Procompetitive restrictions in this caéer

oo are discussed below. -
.mfilmﬁéStficting X's sale by C in the United States
' A creator of know-how is allowed to
" actually refuse its transfer if the
.proposed transfer is expected to decrease
the know-how value. Prohibiting C to sell
any X in the United States regardless of
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whether or not X was produced by using the
iicensed know-how' is quite useful for
“‘monitoring whether the: license conditions
"are being observed or:not, and will result
in encouraging khow—how transfer.
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Abstract

5 Software:; license agreements.often"contain -
prOV151ons restricting reverse. englneerlng : ,
{RE). 'We studied the reasonableness of these '
‘restrictions with a particular emphasis on (i)
the objectives of RE in companies, (ii)
statutory rules and past decisions related to

. RE in Japan, (iii) examination of legal:issues.

__involving acts in various steps of RE execu-

“tion; and (iv) problems which may arise when

> such acts are prohibited, and we.discussed:the.

,reasonableness of restrictions on RE in Japan.__ -
‘from the viewpoint ‘of both the legal principles’
of software protection and maintaining.fair -
competition..

1. Introductlon

> Software sale/purchase agreements (such as shrlnk—
wrap agreements) or software llcense agreements often.me-
contaln a prOV151on restrlctlng reverse englneerlng. From
the V1ewp01nt of the legal prlnC1ples of software

protection and malntalnlng falr competltlon, we studled the

e @gdsonablenessof -such:- restrretlvefprov;slqns_underh T
 Japanese law. . S '

2. Reverse Engineering Activitieg in Companles e

(A) Reverse Englneerlng

(l) Reverse englneerlng (herelnafter RE) generally
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comprises analyzing tHird:party programs and abstracting
ideas from the programs (reverse analysis; hereinafter
RA}, and using the abstracted: ideas to make up-.a new ..
program (forward programming}. ,

{2) Programs are usually stored in mediums such as ROMs
and floppies in the form of _object codes.. In carrylng
‘out RA, the object. code 1s reverse- assembled and .
reverse- complled to obtaln a source program Wthh is
legible by humans.- ‘The source program- 1s then dumped
-out. and analyzed to abstract the 1deas in the program.
The process-up to:this stage is generally ‘called-RA.

(3) Thus abstracted ideas are usually used for making a
new program having equal, better or 51m11ar functlons
" (which is called forward programming), but the

B abstracted 1deas are ‘sometimes: used for ‘other purposes.

{(4) RE in companles 1s performed in various and .
versatile manners. ' : ‘ S

(B) Objectlves for RE Act1v1t1es

RE actlvrtles are carrled out for the follow1ng
various:- objectlves in each company.: ‘The objectlves {1}
through (3) are malnly RA, and’ (4) through (6) are RA and
forward programming: ' =

(1) For fac111tat1ng use of a purchased. program

A purchased ob]ect program is often reverse- .
assembled to a source program in order touse the'”T
'purchased program on’ the purchaser s computer.' More
;_concretely, RE ‘is performed for ‘the foIIOW1ng purposes._
91(1) Investlgatlng program functlons and performances_ o
_(2) Detectlng and correctlng bugs and errors 1n a

”program

s bty

Ty Ver51on up for a program

P S £ TS AT i i

{4) Modlfylng a program for use in. another type of
computer
{2) For market surveys

Based on another company s source’ program or on
ideas ‘abstracted therefrom, the company S product (whlch
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can- be:the program per -se.or.a product including said
program) is evaluated. The market trend may be learned
"from such evaluation.. The material thus obtained may be
= used as~the-besis for.the planning and development of:a
new :product. : _ . ; _
(3} For .determining. 1nfr1ngement by other company .. ... e

By studying-the object program or a .source program
obtained by reverse-assembling the object program, one
determines-whether'orunot the,other companst program
infringes the copyrlght of one'sg program. - tddd

‘:Analysis of the source.program can:be performed by -

.:the analysis of-hardware,to_detect-1nfr1ngement of-oneis
" own patent(s). - . |
(4) For dlstrlbutlng programs with equal or better

functlons, or .similar functions-

A new program-is prepared having equal or. better.
functions than or similar . functions to: the .ideas
abstracted by RA or. the-original program specifications
or functions. The new program then. is distributed:or

.wincorporated-in.a product with similar functions.er:in a
-compa;ipleyproductrfor sale.- '

(5). For use .in preparing other programs. -

‘Ideas .and algorithms which have been abstracted. by

RA are classified-and filed as-references. for future:

. programs. -In writing .a.program, an idea.or. algorithm is
taken out.:of: the accumulated file.. -This method-echieves
‘efficiency in program preparation. '

{6) For .distributing related.programs.

~If the original program.is an:0§S (Operatlng System),
RA is performed to acquire interface information-and to

prepare application- programs.-for dlstrlbutlon. Based on

the acquired interface. 1nformatlon, a ] program for
another system to:be.interfaced with a-product..

1ncorporat1ng the orlglnal program may:. be prepared and
distributed.

255




“Irréspective of ‘the Ob]ecthES of RE;- companles
C&im At ' ‘ s :
“(1) " improving ‘their-technical level, and "

“(2) 'deveéloping products better than the products in the
market through these RE activities. As it pfomotes' -
competitidn:among_COmpanfesﬁand:technOIbgy~de?elopment}?
RE 'i% considered useful ‘for industry developmént.:

3. Review from*the Stan6901nt of . Legal PrlnC1ple of -
Software Protection : S A
(AL .Computer programs are afforded protection by: the
_ opération of'the3cépYright”Law"and'the“Patent:Law in Japan
as are in U.S. The current status of RE is as follows.t

(1) Copyvright Law:-
The 1985 amendment to the Japanese Copyrlght Law

introduced provisions’ for protecting ‘software programs

under thé Law in view of ‘the inherent’ characterlstlcs of

“the”program, -Howeveér, no:provisions on RE were
introduced although RE on ‘programs had beeén practiced
‘gince -before that time. ' (This is also true of the U.S.
Copyright Law.) Since the améndment 'is regarded as ‘-
merely having confirmed that programs are copyrightable
as"authored works, and since the Japanese Copyright Law
had not originally cohsidered technology, such as °
goftware  program, as an~object=of“protection,“

“provision on RE 'was not" unreasonably 1nc1uded

(2) Patent Law S : : :

" Article 69-1 of ‘the Japanése Patent Law provides: ‘.
.“that "effect of patent right does not extend to patent
“inventions carried out-for test or research". It is-

T widely understood ‘that the Japanese- ‘Patent " Law” -

R R T S ...‘..\..I_.n_.:_...._r-._.‘_ﬁ.;..u....,_....%__ e

recognlzes RE for technology development.- (Thls
true of’ the ‘Japanese ‘Utility ‘Model" ‘Law.) "

(3) ‘Law ‘regarding: cireuit arrangement of- sem1conductor

integrated circuit

As the Law regarding circuit arrangement of
semiconductor ICs provides under Article 12-2 that the
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"effect of the right to use circuit arrangémentadoes_not

"extend to the act of manufacturing semiconductor ICs by

using registered circuitry for analysis’ or evaluation',

it is widely understooed to: recognlze "RE. -

(4) Decisions-

"'Although there’ are several decisions deemlng that

‘dead-copying- or an act close to dead-copying.infringes a
-copyrlght, there afe no-cases where the judgement was,
dlrectly related ‘to RE.”

"Tor instance, the Microsoft v. Shuwa.case which ::

considered copyright infringement +issues determined that

“‘reverse-assembling -an object program. for personal

computer: to obtain' a source program and-distributing’ the

‘source program as ‘a publication was:an ‘actiof:

unauthorized reproduction. This*judg9meﬁt'determineé
the whole' process up to ‘distribution of source programs

‘as a copyright infringement, and thus cannot be relied

_‘on to' 'determine all ‘the acts of ‘obtaining a source

“program’ by reverse assembly ‘constitute unauthorized :

reproduction. -~ °7 _ & :
" There are gseveral decisions ‘which-held that -the sale
of dead-copies or-of programs'closewtb'them‘forLVideOu"

‘game' softwares ‘was 1llega1 “'No" decision: directly:

‘concerns RE.

(B).

i1].

Examination of Reasonableness of Acts.iniEaChhStépua

Dumping out, reverge- assembly, and reverse~compiling of
‘object programs T ’ -

(1) - When carrying out ‘RE, a program stored in a ROM .or

 }everse complled and dumped out to obtai

£1oppy - dlSC Wlth an object code 1s reverse—assembled or

order to-make it legible: by humans. =i °

(2).- ~Based on the -interpretation that these acts are '

subject: to reproduction, translation or -adaptation under
the Japanese Copyright hLaw, ‘there: is-a view-holding such

izacks as violatioh iof the Japanese Copyright: Law.:

?hard coples in
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“{a) Reproduction by dumping:out, on the other hand,
v(i) does not-aim. at creating and-keeping the ... )
- teproduction of an expressed program~as.defined‘ip_‘
Article 2 of the-Copyright Law,-but :
"{ii) is merely an intermediate step which is a part of_
the process carriediout to:.learn.the idea 1ncorporated
. in/the program, and is merely a means to learn. the idea.
(iii) Thewact in:itself will not impair. the copyright
interest of the author of the original program.
Therefore, it cannot be a reproduction as defined hy the
v Copyright Law, and appears: not unreasonable to deem -it
allowable. If-such a means were to be prohibited, then
it would become impossible to detect a third party ..
infringement as discussed in 2 (B) (3) above. -It-would
therefore be:unrealistic to prohibit such an act as .-
:.dumping out: by deeming:it as :duplication under the

‘Copyright Law.. : = : } . b
(b} Conversion by reverse-assembly or: reverse- complllng
may also.-be permissible. since it is an act of transform-

ing mechanical language, the object code, to a form .
Junderstandable. by humans. s -~ - :

(3) : Against- the above opinions,. a program owner may - ;
argue  that a program is definitely an authored work .- -
because it is defined so under Article 10 of the
Japanese Copyright Law despite the fact a program is a
mechanical -language, that its conversion is. therefore -
‘illegal, and that such conversion should be performed'

,i only w1th a llcense Erom. the owner. ) L:H i”

On the other hand, however, there 15 no: guarantee
that  the owner would always grant a license. Therefore,

-naCCeptlng such: an- argument is con51dered equlvalent to

prohlbltlng RE per se. - .
{(4) A program owner may.consider: it unnecessary to
disclose the content of.a program unlike other authored

. works: since the program.can be fully utilized without
..the knowledge of expressions used. in .the program..
However:, as long as programs can be protected under
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the Japanese Copyright Law just. like- other:authored . -

works’’ users:ishould be allowed.tOxKnOW;the_contents of -
: expresgion: or ‘inherent ideas;:and therefore dumping. out,

reverse-assembly’ and reverse-compiling_mademfor,spcn“

purposesshould be considered. permissible.

[2] Abstraction’ of ideas .-
(1) To abstract ideas by reading such a source.program

as obtained by reverse-assembly or reverse-compilation

creates no problems under the Japanese Copyright Law. ..

(2) - ‘Because the_cdpyright:is=£or;p;oteqtingkthe N

" expression of a programuWhithwis'anaauthqred;work~andn
not for'protecting,thewideas;gthe Japanese Copyright Law
is not cohsidE;ed'to‘prphibit:abstraction;of.ideanrr'

[3] Use of abstracted :ideas:
(1)« Inrusing-the abstracted .idéas; "the above mentioned

use of ideas without forward programming does:not create .

‘arproblem-under ‘the Japanese Copyright ‘Law. -

{2) *Ideasfaré'sometiﬁES-protectedfby-thefJapanese;Patent
«+Law or -the Japanese Utility: Model :Liaw. :There.are 'also
cases.where software ‘i3 related: to hardware -to-obtain a

rffpatent-right:_i;e;:the:patent-relatedtto-othellstamé

- (Japanese Patent No. 1085441)'and ‘the patent related to
“fanction'lof aiword. processor (Japanese :Patent No-
"1438043): I R ' , : ‘

(3) i Ideas mot protected ‘by apatent etc.,-i;e; those in

-the -public domain; ‘may be ‘used freely:
4y There~areucases=wheres1t,zsqdlffrqult,to draw a-1ine

lbetween-ad'idéa'and”an*eXPression;FLThéfefore,-it is
since one may unlntentlonally end up~u51ng-the

sxpression.

[4] ertlng functlon speC1f1catlons based On': abstracted
(1) Function specifications based on abstracted ideas do
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not'crééteiproblemsﬁunderrthe;JapanesewCopyright-Law(
{2)- - However, since function:specifications. per. se are.
“‘documents and- thus' authored.works, if the person writing

the specifications hadiaccess to specifications. related

YT NI T T et

to the origina13prognam‘and:Wrote,functiongspeqiﬁi;a:

tions which are gimilar to the original one, his act may
- be deemed as a reproduction, and is:likely to: create.

‘problems..

‘[5] Writing programs: - : _
(1) For writing ‘a program based on function specifica=:

tions, one «first prepares a flow chart and then -performs
v codingi . I1f “the 'new. program:does: not resemble the

‘original program, there is no:problem. :-On:the other .
hand, if it is similar to the original program, then it
may be questioned whether or not writing the:program
-£alls 'subject to reprodiction,:translation or adaptation
wvrof. the ordginal program: et R G o
o (2) HOWever;:ﬁriting;acprogram;similar to ~thesoriginal
friiprogram.is dllowable las far as ~its -objective zis-to
fdecilitatesthe owner ‘of ‘the -réproductioen.to:use the.same
i forathe:dwnexls:nwnacomputer;(Anticles47bis;of,the:ar
Japanese Copyright :Law) d:athe owner -is licensed by.the
< ‘copyright ‘owner of the -original ;program: RN
(3} There tare icases:where choices-are:limited. for some
expressions of a program for an idea or algorithm, and a
part -of .a newly -written program may resemble.a:part of:
the original program. ' If:the-similar .part does.not: -
~;constitutewtheuprihqipal part -of the .program:.as-a whole,
then such.similarity-is:considered permissible. - no i
_Naturally; this does not imply that acts of pirac
chould be allowed. oo = oA

{C) Examination in View of Conformity with Patent Law, etc.
(1) iy sAprogram-embodies technology or -technical. thought
and RE is essential for its advancement and development.
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- :The Japanese Patent:-Law or:the-law concerning
circuit- arrangements of semiconductor ICs-is.considered
to gyenerally approve RE for:technology advancement. and
development. :More concretely,.Article 69 of the .
Japanese Patent Law (Article 26 of. the. Japanese, Utlllty

h~;Model‘Law)'provides-that the . effect:o0f-a patent”rlght‘_

{or of:a utility medel. rlght) .does.not- extend ko

sdimplementation.of a patent.{utility model). for tests or
research;,’ angd- Art1c1e-12 of+the law. concernlng
semlCOnductor IC, 01rcu1t arrangements is. 1nterpreted as:
also approving. RE.. : : e .

(2) ~I£ RE is not perm1551ble under the. Japanese
Copyright Law, it would lack conformlty with: the Patent
- Law and: other; laws.

(3)--:-8upposing that .an idea:contained in a. program is-

protected under . the Japanese Patent Law and its .. .. -
expression is protected under; the Japanese Copyrlght
 Law, an attempt to abstract the idea of the program by
" RE which 1s not prohlblted under the Japanese Patent Law,
will, succeed only after- the process of learning the ,,,,,,,,
.content. of the-program_by”revereefengrneer;ng;has;beep
conducted. _ T
(4} If RE with respect.to the program is not permitted

under the Japanese Copyright Law,:it. is .impossible: to:
;@abstract. the:.idea: since one-.cannot: learn. the content of
thewp:ogpamwethus:1eadingutowthezun:easonableaL?éu%t-
‘that REfwhichwie‘hot~prohibited;by the- Japanese Patent
 Law..cannot: be.performed.:.. . s i:osoo e '
(5) Thus ;. RE .should. not: be. prohlb