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1987 PIPA Oongress
Baltlmore, Maryland 7
Openlng of the Congress - A E. lesch Jr;ﬂﬁ j[pl'
o Pr651dent Amerlcan Group l,,_r et

Good Mornlnq Ladles and Gentlemen

Ohayo Gozalmas

Honorable Guests, Delegates to the 1987,PIPARCongress,:and.
Friends

It is my great pleasure to open the 18th Congress of the
Pacific Industrial Property Association.. .

I am dellghted that so many of you have been able to come .
to the beautiful. Clty of Baltimore. to attend the 1987

Congress.

‘ It is flttlng that our PIPA Congress is, belng held here 1nr
Baltimore, Maryland, in the very center of the original
thirteen colonies, which a little over 200 years ago joined

together to form thewpnited_sfates of Rmerica..

2b0“§earela§o“thie month,ronrsep;emher 1§rh!¥to:he;exaot,e
delegates from those original colonies created a
Constitution, the Constitution which still guides the
United States and which is recognized as one of the

greatest governﬁental documents of all time.

Without a strong readiness to cooperate, this governing
document would never have come into being. Each of the
orlqlnal colonles had, over the years, developed 1ts own

form of government Each had its own spec1fsc interests tom"" o

protect. Each had an outlook which generally reflected the

origihs of the people making up the colony. To bring these

colonies, with their different goals and aspirations,
together, under one Constitution, required a willingness to




compromise, a w1111ngness to glve up certaln portions of
their tradltlonal ways of d01ng thlngs, a w1111ngness to
change at the expense of local 1nterests. Those
compromises and changes demonstrated a Splrlt of
cooperation with a goal toward harmonization.

Today, 200 years later, the nations 6f*therwor1af5fe”éig6‘*
working toward a kind of harmonization, the harmonization =

of the various patent and other 1ntellectual property laws
of" dlfferent nations.’ s

_Our PIPA Congress, here in Baltlmore in 1987, has as 1ts
theme’ the haymohization of patent laws “around’ the world

We will discuss some of the' 1ssues, here,‘ln the" very part'

of the United States in Whlch other 1ssues, leadlng to
harmonlzatlon were discussed years ‘ago. Just as e
compromlse and a désire to understand was then found to be
essential toward the formation of one nation, we shall™

dlscuss ways of harmon1z1ng our 1ndustr1al property 1aws to
be" beneflt of all natlons. " '

First, however," T thlnk that you mlght 1ike’ to know,s me'ﬁ&
more about the beautiful city of Baltimore. ‘Tt is

therefore ny pleasure to 1ntroduce Mr. Wayne Chappell from
the- Baltlmore Conventlon Bureau. : ' '




planning:and:arranging -the outstanding program, =

- Report on 1986 PIPA Activities

by Kv031 Murayama' i
Pre51dent ‘of the Japanese Group o
o qeptember 29, 1987 o

, L1:Ohayo -Gozaimasi’ & ‘
Good Morning,: Honorable guests: Ffriends and members of 1

«PIPA. It is ‘a great ppleasure-and honor for me to attend- :

this 18th International Congress of: PTPA as: President 'of
Japanese Group and to report on the PIPA activities in 1986
here.in Baltimore :which .is one:of ‘the:historic: and ‘cldest
city in the:'United-States of America. .’ 7ivil Sl sy

s« Firstly, ;on behalf of the Japanese:Group, T .woiuld like
to:-thank -the ‘President: of PIPA iMy . Alfred Ei Hirschy, Jrnil

- and-the -organizers of :this'Congress for ‘their:work: in’ v

S From:5th to:7th NMovember, last year, the. 17th
International:.Congress. of PIPA  was held in Kanazawa),
North-West  District, facing the ‘sea of: Japany and twe:s s

believe: the Congress was: quite-successfuli In’ spiterof's

wrather: inconvenient:location of:thecity, around: 1407 Ta0m 0

representatives including some observers. attended:the': =il
Congress. Especially, it was our great honor that,
throughout the.Congress;: UsS.: Commissioner' of Patents &
Trademarks Office; Mf;%Donald“J}%Quigg*stayed:in:Kanazawai
having given his informative and encouraging’ address: ' s
concerning.PHarmonizatidnﬂuand'haVingiattendedrallfof*thé#?

meetings, toiwhich we would' like to express: our:sincere™

thanks: and: respect.. ~In addition’ to.the-informative and™ "~
_meaningful: presentation®and-discussion),”bus: tour tosithe &7

'Kenrokuxcardenﬂand“Eiheiji”TempIe.made all of the sralfalian

attendants including: 17 ladies enjoy fully Japan falljn:Ti

After the  PIPA . Congress, soie’of PIPA American group: # 1.

visited Japanese:Patent Office: to:exchange the’ opinions’ and
information:on the intellectual. property matters,  =wninios

frrn




At the Cehgress; PIPA'AWard Wae'aeeighed to Mr. Akira
Hirano as the 6th recipient,,whp_aeted as the President of
PIPA in 1977 and Presideﬁt of PIPA.Japanese Group in 1977
and 1987 and afterwards served as, Ex—Offlclo for 6 years.
In this place, let us recall our senlors who received PIPA
Award: 1lst awardee Mr. Shozo Sacotome, 2nd Mr. Donald W.
Banner, 3rd Mr. Edgar W. Adams, Jr., 4th Mr. Shoiji: Matsui,
5th Mr. Martin: Kalikow: and 6th:Mr. AkKira Hirano. : The 7th:
awardee, just wait, the 7th Award::will be assigned .to Judge
Pauline::Newman at this Congress. ..

: Now ;- T would-like to report on the other main: topics:
of the PIPA activities .during the past ‘year, 1986.

Firstly, :the amendment to’ the  PIPA  Constitution 'and

By—~laws: were: approved by vote 60: to nothing in the General’
‘Meeting of Japanese national group. held on: March this'year
and also by a mail ballot vote 36 to nothing in American: '
national group. As you know, the original Constitution and
By~Laws were! adopted--at the lst::Internaticnal Congress,'
Tokyo, 1910,.and-18'yeare.after.adoption; they have'been .
amended to meet . the need .of the times. = In this:respect,. I:

-.wish=to.add that Mr. Adams:made a great. contribution:to - -
prepare. the draft of amendment ‘to which we wish to express
our sincere thanks. ’

- Recently, as the worid‘grows.smaller*and»Smaller,»:ura

' needsyfor:internationalveooperation"grow greater and -l

greater..  In the intellectual property field,: the diligent:

‘efforts:have been and will be.made. towards-cooperation:
towards-harmonization -- for well-deserved global . . .

protection  and respect of the invention. These efforts are

belng made towarde'global harmonlzatlon 1n WIPO and -

trilateral:harmonization among the U.8.. Patenf & Trademark
0ffice,: Furopean Patent Office and Japanese Patent-office s
| and also will being tried in GATT on-the global basis.
This: movement reflects the presentations.made in:the PIPA:
Kanazawa Congress. last-year, that:is "Some Views . on: v . ..

!




Harmonlzation of Patent Laws presented by Japanese Group

.and “WIPO Patent Harmonlzatlon Act1V1t1es by Amerlcan

Group

. Under such SLtuatlons; durlng the past year; 1986
PIPA was represented at WIPO meetlngs deallng w1th .
harmonlzatlon of Patent Laws. Mr;;Paul D. Carmlchael of f.
IBM and Mr._Zenjlro Nakamura of Takeda Chemlcal both belng
the former Chalrman of the Commlttee 3rd of PIPA attended
the third session of the Commlttee of Experts on the et

Harmonization in lLaw for the Protectlon of Inventlon held

from March 23rd to 27th this year in Geneva.

M_In advance of Mr Nakamura s attendance there, the::;
Harmonlzatlon Worklng Group organlzed in Japan Patent o
A55001at10n (JPA) 1nc1ud1ng some members of Japanese Group
of PIPA had studled the WIPO proposed 7 subjects concernlng
the 1nternatlona1 harmonlzatlon of Patent Laws and sent the
Japanese Comments to WIPO on January thls year under the -
name of Japanese Group of PIPA.

In addition to this, with respect to blotechnologlcal

'1nventlon and patent protectlon thereof the Worklnq Group

organlzed in JPA in the same way, had studled the 15 : 7
dquestions raised in Questlonnalres BlO T/Q 2 by WIPO and .

sent the Japanese answers and v1ews to WIPO under the name
of Japanese Group of PIPA on October, last year,

In this report, I wish to add that copies of these comments
and answers letter was sent to Mr. William R. Norris, the

former President of American Group.

In Japan, partial amendments to the Japanese Patent
Law were legislated and published on May 25, this year.
These amendments can he said to be one of the results of

effortstowards the international-harmcnization, -
The amendment includes "improvement on the multi-claim

system", "provision of flexibility for various" terms, and

international harmonization", and "extension of patent
term”, details of which will be presented by Japanese Group

in this Congress.




Next week "the delegatlon of Japan Patent Assoc1at10n
con51st1ng of 21 members,-mostly PIPA members w111 VlSlt to
' U.S. Patents & Trademarks Office to exchange views each o
other from varlous aspects. Thls lS the 2nd return—v151t
to the Unlted States and we w1sh to convey our 51ncerelw“
apprec1atlon to PIPA Amerlcan Group for ltS klnd adv1ce, f
a551stance and’ arrangement in this respect ‘ we hope the‘ﬂ

?meetlng in Washlngton, D. C. Wlll be frultful espe01ally, .

towards the harmonlzatlon of both countrles in the' -
'1nte11ectual property system_.wu SRR : :

Finally, in this'placefﬁi'wouid like to introduce our
_frlend Mr. Wllllam R. Norris. Mr. Norrls was the
Pre51dent of Amerlcan Group durlng the year 1985 to 1986 )
and served as the Pre31dent ‘6f the whole aSSOCLatlon 1n:;w
'1985 on’ behalf of all members of PIPA, I WlSh to express
Eour great apprec;atlon to Mr. Norrls for hls act1v1t1es 1n
fPIPA and contrlbutlon ‘to the world 1ndustr1al property '.

fleld espeCLally in the U. S.'and Japan.
Mr Norrls,"lt 15 Wlth great pleasure and honor that I
present vou w1th thlS certlflcate of commendatlon and a'”"

glft as a token oF Our gratltude;p” -

caﬁgrafaratiaﬁs to you. Thank you.

: T




Message from Honorable Kunio:Ogawa,

Director General of :the Jdpanese Patent ‘Office,;ino ol waaly

read by Mr. Takao: Marui,; Directorof -Technology:,. JETRO: New.York

It is my great pleasure to offer you my sincere message on the

occasion-of the. 18th-International Congress:of :Pacific: i~ ool

Industrial | Property: Associatiome: . ic.oo!

At theontset; "I have te:.ask you to :let me extend my-personal :
«regrets.-that I could -not 'make it to 'be with! yow-there stoday. "My

message ;is:read by Mr. Takao Marul dispatched  from the Japanese

;?atent%Officefand stationed -at :JETRO :Nevw York: 0ffice, i ool

IuhaVe~bnce'met;some¢PIPAgmember5~atﬁtheutimewofvthewfollowﬁupr

I Tokyo meeting held :in ‘November 1984 when 'T was :/Director ‘General
J0f. JPO: General Administration Departmerit. | I clearly .remember:

open-minded and: intensive discussion’ they. made .at the :meeting.:
I am pleased to tell you that the useful and constructive
discussion at the meetiﬁg&was;contributorywtoéthe-recentﬁaiv
amendment of the'Japanese Patent Law. The amendment was made
focusing upon 1)} improvement in multi-claim system, 2) making
pericds in some procedural provisions flexible, and 3):extending
term of pharmaceutical patent. I am confident that there was
desirable relation between our office and patent applicants in
the steps to the amendment,

Opinions of non-governmental people are mirrored in the patent
law amendment, and the amendment was taken up in Japan as a part
of on going efforts for harmonization of patent laws and their

practices which is now under extensive discussion and in which

" Japan is a forerunner in the development of deliberations.

As you well know, the harmonization of patent laws and their 7

practices.is now being discussed in nct only WIPO area, and
USPTO, EFPO, and JPO triliteral cooperation but also in GATT
arena. The harmonization has really become the most prevailing




subject for discussion in the industrial :property field: In
these developments USPTO has proposed to shift to first-to=file
Jsystem; which we:wdrmly:welcome, although it was made ina: "
package program. I think opinions of non-governmental people
and those from abroad have influenced on such proposal.

Harmonization in ‘patent systems is-long and ‘commonly “cherished
vision among the people involved in .patent: field and, :at the::
same time, the process to its accomplishment is a great historic
event.:: -Under such:circumstances, I ‘know that efforts:for:
‘harmonization on<a basis of only oursPatent Office is .not -quite
senough for ithe dccomplishmeént..:I° think it is only achievable::
through discussions -and mutudal understanding on:a basis’ between
our office and each of those, having various opinions, in the
patent*cdmmunity-offprivate*sectorsvinCludingnpractitioners'aé‘
.WelleaS'applidants.zGIngthis~Sénse,.I wiSh7I“wbu1dfbe”there*With
) you  today. ' But, as I close my: messade, . .I wish to tell wyou that
the: .doors of the Japanese Patent Office .are always kept openi:

I wish you every success in the congress. ..

;' Phank syou.

10,




KEYNOTE "ADDRESS FEOTET M
by Honorable Donald-J. Qulgg

'-_ASSLStant Secretarv of Commerce and

U. S Comm1551oner of Patents & Trademark R

THANK YOU FOR. INVITING ME. 10 SPEAK TO THIS ASSOCIATION ONCE
AGAIN. THIS IS AN OPPORTUNITY 'FOR ME_TO DO TWO THINGs-'”
..  FIRST, I GET A CHANCE TO "CATCH- UP" WITH OLD
" FRIENDS (IT's GOOD TO SEE SO MANY FAMILIAR FACES
HERE TODAY) ;
. . .SECOND (AND THIS REALLY TS WHY I AM WERE), I GET
. A CHANCE TO OFFER A FEW COMMENTS TO BRING YOU
‘:;.UP—TO DATE ON CHANGES UNDERWAY AT THE U.S. PATENT
_ AND TRADEMARK OFFICE._ _“ o o
I WANT TO TELL YOU, WHAT WE'RE DOING.--QLAND;TTERE"WTERE_‘
o 400 BND WHERE WE'RE.

ALONG THE PATH OF INNOVATION, STRETCHING FROM INVENTIVE

CONCEPTION TO COMMERCIALIZATION, THE PATENT, SYSTEM STANDS
As EITHER A ROAD BLOCK OR A BRIDGE. ON MY WATCH, I HAVE N
TRIED TO MAKE CERTAIN THAT ALLTLANES:REMQIN OREN. S

KEEPING THOSE LANES OPEN REQUIRES CHANGE -~ AND CHANGES ARE

HARD TO MAKE IN A PATENT SYSTEM THAT IN ONLY 30 MONTHS WILL .

CELEBRATE ITS 200TH BIRTHDAY.

T THINK YOU'LL FIND THAT IN THE PAST FEw YEARS WE. HAVF  ._
BROUGHT ABOUT SOME MAJOR IMPROVEMENTS IN THE WAY THE PTO
DOES BUSINESS. WE HAVE CONTINUED TO UPGRADE OUR SERVICE TO

THE._ PUBLIC: WE'VE RAISED PRQDUCTIVITY AND WE HAVE MADE

CONSIDERABLEVIMPROVEMENT IN TIMELINF%%

11




QUR PENDENCY REDUCTION DPRIVE HAS CALLED FOR A MASSIVE .. ... .

EXPANSION OF THE EXAMINING CORPS._ IM SOON WILL NUMBER
NEARLY 1,500 EXAMINERS. AVERAGE PENDFNCY FOR PATENT i -
APPLICATIONS IS NOW DOWN TO SLIGHTLY MORE THAN 20 MONTHS.
HAD WE NOT TAKEN ACTION TO ATTACK OUR GROWING BACKLOGS,

APPLICANTS WOULD NOW BE WAITING AN AVERAGE OF NEARLY 40 o

MONTHS FOR THEIR PATENT GRANTS OUR TARGET IS 18 MONTHS

. AVERAGE PENDENCY BY 1939._ I AM CERTAIN THAT WE WILL MAKE
IT.“ HOWEVER, OUR PRINCIPAL FOCUS IS ON ANOTHER AREA WHERE
IMPROVEMENTS CAN ALWAYS BE MADE.

WE VE WORKED THE HARDEST ON QUALITY AS I HAVE SAID _
BEFORE PATENT GRANTS OF LESS THAN ACCEPTABLE QUALITY ARE
'WORSE THAN WORTHLESS - THEY ARE LIKE TIME-BOMBS ‘IN THE
ANDS OF UNSUSPECTING PATENT OWNERS.: THIS SYSTEM OF OURS
WILL WORK -; AND WORK WELL -~ IF THE PROCESSING TIME FOR
OBTAINING PATENT GRANTS CAN KEEP UP.WITH FAST MOVING
TECHNOLOGIES -- BUT THE SYSTEM WILL WORK ONLY IF PATENTEES
CAN PLACE THEIR FATTH IN THE VALIDITY OF THE WORK WE DO.

WE HAVE RECEIVE .FIRST RATE COOPERATION FROM THE AMERICAN i
. BAR' IN OUR’ NEW QUALITY REINFORCEMENT PROGRAM THIS PROGRAM
WAS DESIGNED TO COMPLEMENT OUR TRADITIONAL QUALITY REVIEW
VPROGRAM WHERE A 4% RANDOM SAMPIE IS DRAWN FROM THE
APPLICATIONS ALLOWED BY THE CORPS '

RATHER THAN LIMITING OUR QUALITTVCHECK‘TOTAPPLICATIONS”H'ﬂL
PASSED FOR PATENT GRANT, THE QUALITY REINFORCEMENT PROGRAM
LOOKS AT THE QUALITY AND TIMELINESS OF EXAMINER AND
CLERICAL FUNCTIONS THROUGHOUT THE PROCESS. IT ALSO FOCUSES
UPON APPLICANT s OR ATTORNEY'S CONTRIBUTION 10°A QUALITY
PRODUCT.

“THROUGH- EXTENSIVE SAMPLES SURVEYS AND ANALYSES OF
- INFORMATION GATHERED FROM PENDING APPLICATIONS FROM THE'
EXAMINING CORPS, AND FROM PATENT ATTORNEYS ACROSS THE
COUNTRY -- THANKS TO TREMENDOUS HELP FROM THE AIPLA -- WE
HAVE BEEN ABLE TC IDFENTIFY SPECIFIC AREAS OF WEARNESS ..
BOTH INSIDE AND QOUTSIDE OF THE PTO.

12

li -



WHERE APPROPRIATE . WE HAVE TAKEN IMMEDIATE CORRECTIVE

MEASURES. A THOROUCH REPORT ON THE FINDINGS OF THE OUALITY
REINFORCEMENT PROGRAM HAS BEEN DISTRIBUTED TO THE CORPS, AND
THE PATENT BAR ) WE ARE SOLICITING SUGGESTIONS FOR RAISING
THE OUALITY LEVEL OF ALL PRACTICES FOUND TO BE SUBSTANDARD

COOPERATION HAS BEEN OUTSTANDING ON ALL FRONTS AND WE ARE
BOUND TO MAKE GRFAT HEADWAY IN STRENGTHENING THE SYSTEM
EFFECTIVE CHANGES ‘DO TAKE TIME

OUR INVESTMENT OF TIME. (AND _OF COURSE, MONEY) TN PTO
AUTOMATION WILL, 1 BELIEVE, HAVF_THE GREATEST IMPACT oﬁ
PATENT QUALITY, MISSING DOCUMENTS FROM OUR SEARCH FILES
HAVE PLAGUED PATFNT EXAMINATION QUALITY FOR MANY YEARS.J‘;,
| THE DESIGN OF AN ELECTRONICALLY LOCKED SFARCH FILE AND
'RAPTD PETRIEVAL SYSTEM WILL SOLVE THAT PROBLEM, WE HAVE
PEEN RECEIVING SOUND ADVICE AND SOLID COOPERATION FROM. THE
AMERTCAN BAR TN THIS AREA, AS WELL.,

A TREMENDOUS SIDE BENEFIT OF THE PTO AUTOMATION PROGRAM HAS
BEEN AN ENHANCED COOPERATIVE RELATIONSHIP. WITH OUR PARTNERS
IN.THE TRILATERAL COMMISSION -- THE JPO AND THE EPO, FOR,
EXAMPLE, OUR COOPERATIVE ACTIVITIES HAVE. EXTENDED WELL -
BEYOND SETTING _STANDARDS FOR COLLECTTON, AND. EXCHANGE or
PATENT DATA FOR OUR RESPECTIVE AUTOMATION EFFORTS. TALKS
ARE PROGRESSING VERY WELL ON THE SUBJECT OF PATENT LAW
HARMONI ZATION.

THESE TALKS AS. YOU MAY KNOW, HAVE BEEN FOCUSING MAINLY

' UPON SIX AREAS'. UNITY OF INVENTION BIOTECHNOLOGY,
INVENTIVE STEP COMPUTER PROGRAMS ADMINISTRATIVE PRACTICE
AND PROCEDURE, AND DISCLOSURE.

”\INCIDENTALLY,; :HAVE PROPOSED THE ADDITION OF l?NUMBER OF
OTHER SUBJECTS AS, PART OFCA LIST OF GFNERAL HARMONIZATION -
TOPICS NOW COVERING 20 AREAS FOR DISCUSSIONS BOTH IN THE N
TRILATERAL CONTEXT AND IN THE WIPO ARENA.)

13




HERE AGAIN, “CHANGE"'IS DIFFICULT,_BUT WE ARE HEADED IN N

THE RIGHT DIRECTION };;_ANO IT HAS INVOLVED 'MORE THAN JUST;

TALK. THE JPO AND THE USPTO JUST COMPLETED AN EXAMINER
EXCHANGE PROGRAM TWO U S FXAMTNERS JUST RETURNED FROM A
SIX—WEEK ASSTGNMENT TO- THE JPO WHERE THEY WERE INVOLVED IN'
‘A JOINT SEARCHING AND EXAMINATION PROJECT.“ IN THE SPRING

THE PTO HOSTED EXAMINERS "FROM THE JPO, AUSTRALIA AND "_ :

CANADA IN AN EARLIER PHASE OF THE EXCHANGE PROJECT

THE PURPOSE OF THIS EXCHANGE PROGRAM IS TO IDENTIFY
,SIMILARITIES AND DIFFERENCES IN ACTUAL 'SEARCH AND o
EXAMINATTON PRACTICES AND PROCEDURES. A FINAL REPORT IS ff
BEING DEVELOPED WE NEED O RESOLVE THE DIFFERENCES N ‘”i

* ORDER TO GET A UNIFORM QUALITY. THIS EFFORT HOLDS GREAT o
PROMISE AS A MAJOR STEP 'TOWARD HARMONIZATION ' -

I'WOULP HOPE‘EEAT'E'SYSTEM OF "RECIPROCLEE“ CAN EVENTUALLY
BE ATTAINED ~- A PATENT SYSTEM WHERE THE PROCESSING AND
EXAMINATION OF A SINGLE APPLICATION WOULD RESULT IN A GRANT
WHICH COULD BE REGIONALLY ENFORCED o '

OF COURSE, THAT s NOT POSSIBLE UNTIL SEARCH AND EXAMINATION
ARE DONE THE SAME WAY ;.. AND UNTIL AN ACCEPTABLE LEVEL OF
QUALITY 1§ IDENTIFIED AND MAINTAINED. WF ARE MAKING
PROGRESS ”

I AM REMINDED OF OUR PIPA MEETING IN KANAZAWA LAST YEAR,
WHEN WE SPENT THE GREATER PORTION OF OUR DINNER MEETING IN
A SONG FEST. ' -

FOLLOWING THAT MEETING, -1 HAVE OFTEN PONDERED:

"W"WE VE SHOWN THATCWE CAN SING WITH OUR JPO FRIENDS —= "

.BUT NOW WE REALLY NFED TO HARMONIZE IN MORE WAYS THAN ONE.

' THANK YOU,

14




1287 PiPA congress
Baltlmore, Maryland

Introductlon of PIPA Award wlnner -,1987

A,Eilﬂlrsqh,_Jr, - Pre51dent Amerlcan Group .

" Honored Guests, Ladies and Gentlemen.

It is now my. pleasure:to.introduce you:to.the recipient of

the}Pacifichndustrial-PropertywAssociation:Award‘for*lQS?J

The formatign;of the Pacific Industrial Property

Agsociation-was. the-resultiof a need:for a- forum for:the:: "

exchange.of ideas:and:for. the fostering of understanding ="

- between representatives-of:corporations in:Japan and the:«- *

United States. A few internationally-mindéd Japanese afd® -

Americans worked together to create an organlzatlon for

this.purpose. ./’

It was not-an.easy job.: There were many:differences, ‘both -

in culture and:tradition, sand also a great language
barrier.l;NevertheleSsp%PIPALbecame'a%reality'in*1970:7

The -PIPA - Award <is our wayaof:recognizingrthose'Sélect'fewﬁi

whose participation in PIPA activities have made a -

particular mark on.the organization: " Award winners “include

those who have provided extraordindry leadership and those -

who have provided us with inspiration through their

dedication. '

Tonight, we are toﬁpresentwtheUEighth-PIPA‘AwardéﬂfIt'iS'

being: presented to one who. has been extraordinarily - -

influential 'in the formation-and guiding of PIPA, "

~8he is Judge Pauline Newman.

15




Judge Newman was known as Dr. Paullne Newman, when she
assumed the lead of Commlttee No 3 back ln 1972 She
became ‘Second’ Representatlve in 1975 Flrst Repreqentatlve
in 1977, and President in 1979. By this time her PIPA
friends knew her as Polly, or Polly—ko—san.

At the Third Congress in 1972, Judge Newman delivered the
first . of her six papers. presented at PIPA" Congresses.i‘I_ﬁf
believe that:she still shares:the. record; with’ Ed:Adams," -
for the greatest number of papers delivered at PIPA
Congresses. -She-also:holds’ the record for serving the"
greatest number of times:as Standing:Committee Leadér:” She
has, served:more: times: as-an~officer :of PIPA: than anyone =
else.: Her influence .during those’years of servicerig" stlll
felt here in .PIPAL i - ‘ ' '

.On a personal level, Judge Mewman received Degreés-from: ..
Vassar College and Columbia University, a Ph.D. imn
Chemistry- from:Yale, and.a-Law :Degree: from:New York-
University. She was employed as:a .research s¢ientist by
the American Cyanamid Company -and ‘then by ‘FMC Corporation .

. At FMC, she served as Director of the Patent, Trademark and
Licensing ‘Department.  While:on leave from FMC; 'she worked
for the UnitedwNations-Educational"Scientific.aﬁd“Cultufal
Organization as: a Science. Pollcy Spe01allst in“the -
Department of :Natural Sciences. :

She has held offices in many scientific and professional i
organizations. She 1s also a member of the Board of
Trustees of ‘the Philadelphia College:.of Pharmacy -and ' .7
Science, -a’ member of the Patent: Policy Board of the State -
Unlver51ty of New York and a member of. the Natlonal Board

‘of the Medical College of Pennsylvanla.
Judge Newman has also served on numerous governmental

committees and is the author of many papers on the patent
system and industrial property.
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She was appomnted Judge of;\he Unlted ‘States Court of
Appeals for:the: Fedetral: Clrcult by ‘President: Reagan and
entered upon the duties of that office on May 7;31984.

We feel honored that, among these many activities: inm the

fler of 1ntellectua1 property "Judge NeWman devoted ae B
" fme as she dld Wlth us her: at, PIPA..  .
"T'dellghted to have her w1th us: agaln and hope that she w111

r’turn on many occa51ons.v

It is now my honor to present the'President of the Japanese
Group, Murayama-san Vto make the presentatlon of the 198T i

PIPA Award )




. Remarks of Pauline Newman.
on Recelving the
- PIPA Award- for International CooPeration

September 30, 1987

‘Pregident Hirsch, President Murayama, and so many friends.
"You do me great honor: with the PIPA award. : It 1ls a powetful
symbol of the international spirit of cooperation and friend-
ship. The leaders of our profession ‘have been its’ re01pients.
I am highly -complimented to.join this distinguished group: - Mr.
Saotome, Mr. Banner, Mr. Matsui, Mr. Adams, Mr. Kalikow, and
Mr, Hirano. Especially because, as one of you, I practiced
international cooperation at its most pleasant,

""From the beginning of PIPA we have helped each other to
understand our -laws-and habits. . The long and sturdy: history of
PIPA is a tribute to our success, to our joint work in helping
the industrial progress of our two nations. The support that
the patent system provides for technological industry is not
news to you who are here. 1It's an extraordlnarlly modern

- incentive system, but it has ancient roots.

_ As a judge, I often find myself digging into the history of
the patent laws. Very few principles have changed since the
earliest days. I marvel at the wisdom of those who provided
for the patent and copyright systems in our Constitution. They
understood the need to secure the benefits of creativity, for
the benefit of the nation, and for the benefit of the creators.

History shows no controversy about putting a patent and
-copyright clause in the Constitution, I attribute this to the
deep understanding by the drafters of the fundamentals of prop-
erty rights and due process of law. This special provision for
intellectual property is in simple harmony with the general
property provisions of the Constitution, securing the natural
rights of people to own property. The draftsmen understood the
special qualities of intellectual property, and recognized the
need for naticnal laws to protect this form of property.

Since then our patent laws have shown great stability of
purpose, no doubt due to their foundation in the Constitution.
Not that there haven't been changes in the law, over these two
centuries. The formation of the Court of Appeals for the Fed-

eral Circuit is the most recent major change, taken to strength- .

en a patent system that had been weakened by judges, to try to
recover 1ts original purpose.

The formation of the court on October 1 1982 (tomorrow is
it's fifth birthday) followed close on the enactment of the
patent reexamination law. We hoped that together these two
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; changes would have a strong lmpaCt .on technological innovation.

| ' They were adopted'at a time of desperate concern about our
economy, a time of high-inflation and greatly.ireduced research
investment. The Federal Circuit was formed with an optimism
born of necessity.

I think these measures are working out as we hoped.
Reexamlnatlon started slowly, but it seems to be steadily :
‘increasing in use and value, The court started with:a bang, o
and rapidly remedied may of the most grievous disparities of
law among circuits, TIn fact, when I joined the court in the
summer: of1984, I feared’ that all-the.: 1mportant questlons had:
‘been answered . o .

The court had-already resolved.:séveral major-conflicts .
among the circults. TFor.example, the ccourt removed the
requirément 6f synergism ds a4 basis £or patentsbility of’
combinationss: ThHe court:clarified:that obwviousness:deter-. -
minations can not be based on. hlndsight.. The court reestab-
lished the presumption of validity, and established that’
invalidity must be proven by clear and convincing evidence.

The court made clear that preliminary. injunctions are as
available in patent cases as in any other. “The court placed”
the measure of’-daméges in patent cases into the'mainstream-of::
the measurement of tort damages, . .. .

This isn't’golng to: be a lecture.on patent- law.i But:Iiwant
to point out. that the court now often is dealing with the finex
points of the law.' Our decisions will probably become more’con-
troversiali as: closer lines are drawn.: - I:think that our deci--:
sions occasionally are wrong, and I have said so in dissent

The patent law is a practlcal law, and it is thoroughly
Intertwined with the. technology it protects. I encourage you, .
representing the major’ users of the patent system, you who are”
most affected: by the:court’s decisions; té make: your:views:
known. . , N o .

You in: this ‘room: know better. than the courts’ how: patents
affect the development of technology and industrial 1nnovation.
It is the technology creator and user community who must’ weigh
the consequences: of judi¢ial decisions. s For:although: legal .
commentators are. constantly cxlt1c121ng our prose, very llttle
has been sald about the affect of our decisions on research and
investmenty: 1f you don't help to keep us’on track; you:have no
complaint should we slip. .

In my work' as a’ judge, the most: helpful part of my pastis:
werrrrreetheindustr ial” and”technological background 1 share" withﬁyOu._
I treasure thils past for its benefits to the present and' T "
treagure it for the friendships represented here-in PIPA.. - This
is a nostalgic. home-coming for me.. Thank you for the"hqno: you.
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01051ng of the 18th PIPA Concress
) '; by Kensuke Norlchlka K

AFlrst Governor,‘PIPA; apanese Group }

f"”to make a c1051ng speech for the
18th PIPA Internatlonal Congress. L '

Flrst of all We, Japanese Group, would llke to express our

sincere appreciation for the excellent arrangement of the”
program’ and forthe- exceptlonal hospltallty extended to us"
all. TI. am very much thankful to . Mr. lesch, Pre51dent of e

PIPA, to ‘his: staff, and to 'Us: Group offlcers who carefully
planned and successfully conducted thls Congress.!;J’

I am 1ndeed grateful to our honorable guests, CommlSs1oner ”%if

- Quiggrand” Assmstant Commissioner Kirk of USPTO Judge

Pauline Newman, winner of PIPA Award for ‘this year,'and
Consultlng EconomlstiMr.‘Jacques «J.-Gorlin for:their: klnd

Wpresence and valuablr addresses and speeches, and to

Mrs. Ogawa Dlrector General of JPO for: hls sendlng klnd and
_encouraglng message £ this Congress.“““ ’ R

there was m”:h lnten51ve talk

Durlng these t ree days,_ '
among:-us’ on: p0551ble harmonlzatlon of patent systems.."én
Harmonization was indeed, the key word of this Congress, =

and I belleve lt must be contlnually the key: word among us:
: tlon ‘we, PIPA could be one of P

the authorlzed organlzatlons to. talk: about thls matter.‘ﬁas
For 1nstance,JI am now recollectlng the flrst Congress held "

at Tmperial Hotel: in Tokyo in 1970, about 18- years ago.
remember that Mr. Uchizaka, the general manager of our”'g""'*
company, spoke about our: Japanese: proposal to U.S.vfor o

changlng the flrst—to—lnvent sy:tem“to the f1rst4t0~f1‘
system, and some! of the. US. PIPA fathers showed thelr
favourable attltude to the proposal. ‘This must’ be one‘o
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the good examples that proves PIPA has been always
contributing to,the%harﬁonizapioanmoyement since its
initial stage of history. Now, we are fully aware of how
difficult‘i;'is,;o_aoaieye a goooﬁparmonization when we

" sing a song.

The know-how or trade-secret to attain good harmonization

is'to,have & -super .conductor, like Mr. Banner .and on our. ...

singers' side to keep individual singing as; good as
possible, to accept other's singing and to try our best to
adjust others.: I.believe, the way to harmonize in the

:1ntellectual property fleld is qulte the .same. uhlng

Again, I would llke to express my personal appr901at10n for
Mr.,lesch‘s Ch0051ng this. h;atorlcal city, Baltlmore._;,;
Baltimore is the sister olty of Kawasakl where T live now..
And I once was a resident of this state, Maryland so that
Anapoliceﬂwas one of the favorite places of our family at .
that: time, I believe almost all .of us,. espec1ally from
Japan, must haye enjoyed the Bus, Tour to Anapolice. 1n such
a good weather and also enjoyed the seafoods such as
Marfland‘crab cakes, étc. & L

We, Japanese dJovernors,. are now. going to propose. the Next ..
Congress. in. Japan be held in Ise-Shima, area at.the end of .
Sept.. or at the beglnnlngaof Oct.. Ise—Shlma 15 locateq“to
the south of Wagoya and about two hours. by. traln and
consists of many small bays, peninsulas and islands
lncludlng Mlklmoto Pearls.T It must. be a,good'place.fonw,A

wives but . somewhat difficult place. or. husbands. to.

accompany- w1ves.4 But, please feel easy.. At 1s not. yet ;
off1c1ally decided by our.governor's meetlng.: The Reason
why I dlsclosed our 1dea about the next Conqress place As.

somewhere .in. Japan. . We sincerely hope to reciprocate.the. .
hospitality at the 19th Congress.. .

'Thﬁnkgyoaﬂand_a99@rb¥e;unti;.weaaﬁﬁt;asainm
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1987 PIPA Congress
““Baltimore, Maryland =

Closing Ceremonies -~ A.E. Hirsch, Jr. =& =%
President, American Group v

We have now" completed the proceedlngs of the Elghteenth -
Congress of PIPA. B SR

The papers have ‘been” excellent the remarks by’ our honored
guests have been of' great help to us in plannlng ‘our’ futire
activities, meetlng with past PIPA Award winners and
:presentlng 7 ‘new Award to Judge ‘Newman have been”
satisfying, and renew1ng frlendshlps and maklng riew’ ones E
have' made the week an outstandlng one. o '

Meetlnq together here - ln Baltlmore we have had an”
opportunlty to ‘exchange ‘ideas’ and to learn even more about
- éach other. ~ We have done this through ‘tte exchange of"
ideas in formal papers and, T must’ say, that the quallty of
_the papers was outstanding. ‘ R

We ‘have ‘done it through our get togethers ‘at ‘breéakfast, at
- di"n'ner,’ on our’ tour of Annapolis and, last night, at"':our'-

gala’ 51ng1ng party. We have’ galned much that we can put

into practlce durlng the comlng year."" R i

‘However, PIPA 1% ‘more ‘than a once—a—year organlzatlon.‘fIt
is an ongoing’ organlzatlon, by whlch a contlnuous ‘dtream of

1deas, practlces ‘and- proposals ‘can be- exchanged ‘by ‘the two’

groups. Thls ig’ done generally by actlons of the two'””"’

However, there is fuch that Gan be done on' Committeés” ™
levels. I, therefore, urge the Committee Chairmen -of both
the Japanese and American groups, and the members of the
Committees, to work together, actlvely, durlng ‘the" comlng
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year to resolve differences and to make proposals to one
another, to learn from each other, to help each other. By
such activities, changes can be made and both our systems

can be improved.

‘Finally, I urge members of PIPA to continue to speak out

through PIPA on important issues. We are recognized as
valuable'advisors to our patent offices, to WIPO and to
others. They recoghize PIPA as an organization composed of
knowledgeable people in the field of intellectual property.
Let us keep it that way. ZLet us continue to work together,

in harmony.

In closing, I also wish to thank all of the working groups
who have made this Congress so successful. The Committee
Chairmen, the Officers, our fine translators who came all
the way from Japan to be with us, my secretary, Mrs. Sharon
Lobosco, for her efforts and to the many others who helped

in making the Congress a success.

(I now close the 1987 Congress of PIPA. We are looking

- forward to renewing our friendships next year in Japan. I

propose that we close by singing Auld Lang Svyne.)

-2 -
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I.: Forward: ...

THE T spEnese laying open systenrapd vexaminationr requestrsysten-have: -
‘been introduced in 1971-and 16 years: have already passed. e

- With the.increase innumber .of .countries for-technology- 1nformat10n P

" exchange, an international: hermonization:in:patent:law is-geltting important;
i TPhe:Japanese laying open’ system and:examinetion.request.system.which has.now

'-kbeenwOperatedwfor'lﬁ.years=is*good,exampleyfor;considering}$u9h;ipternational




harmonization.
This paper introduces an outline and present state of the Japanese
laying open system and examination request system and also describes how

both systems are utilized_fer practical'activities in Japanese companies.

II. Outiirne of Japanese La&ing Open . System and E}amiqation Request Bystem

1. ' Background of Introduction l o e o :

The average period required for.examinatioﬁfepratent “and;utiiity
model applications had reache& about 5 T years 1n Japan Just vefore -
introduction of the laying Gpen system,and examlnatlon request system
Such long-term pendency has created dlstlnctlve dlsadvantages to appllcants
resulted in fregquent repeated 1nvest1gat10ns and repeated 1nvest1ment due
to delayed publication of application contents and also increased disadvan-
tages to third parties. o .

In order to cope w1th this 51tuat10n, it was decided to employ the
laying open system and examlnatlon request system for the patent and utility

- model appllcatlons from January 1, 1971.

2. Laying Open System

~—~What is laylng open system?——

Fer ellmlnatlng dlsadvantages to thlrd partles due to the delay of
examination, the laying open system reguires Lo lay open: all appllcatlons
after 18 months from the appllcatlon date (or the prlorlty date} e'
system lays open the entlre speclflcatlon and draw1ngs of. patent appllcatlons
or an essential part “of utlllty mcdel appllcatlons

--Right for demanding compersation— -

Regarding the laying open system, the right for demaﬁdihé eoﬁpenaation
has been int;odueed, on whieh the applicantlcan demand the:compensation to:.
those who have worked the invention daimed in the 1aid open application
commercially after laying ‘open but before publ:l.ca.’clon o:t‘ ‘examined’ applica~
tion. This is because that the laid open patent appllcatlon probably may
in some cases be used by other party without authorlty.of ‘the applicant.
This right is considered to compensate for the disadvantages to the applicant

coused by used of the concerned invention by other party without.authority..

R HARA T S PE T O T PG T appliTatiaprem e oy

Upon empleyment of laying open-system, the scope of prior application:

which;ean”be?uSed”as'theifeason-fbr3rejection has been- extended:{section 29-bis).

Nameély . the invention deseribed:in the’specification:or drawings:of the-laid
operprior: application without relation-teo: whether the: invention is described

‘or-not in the claim thereof'is sufficient as the reason df'rejeéting-the post
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application which requests as such infention as the prior application.
-—Information presentation system-—

Regarding the l1aid open patent application, anyone can present, during
the period until -such patent application is.published for opposition,
information .to the Director-General of the;Eatgnt;@ffice-to‘ihe:effect that
such patent application . should not be patented. .. The informaticn to be
presented is “limited to-the published references only. The presentetion of

adequate information can -serve to reject the.

. application which .shall not be patentable. - This. information presentation

system is ‘utilized - in .about 2000 to 3000 cases a year.
L3, Examination Request System .
—What is‘examination reguest - system?— =
" The examination request '‘S8ystem has been employed to eliminate demerits
due to delay of examination-and grant the patent.aé,eariyras poaéibler~.:;.
-Thefeby,:thefexaminatidn 1s limited:to the-patent applications for which
the examination reguest is presented within:the:.specified period from-the.:
riling of application (T years for patent, 4 years for utility model}.
©This system results in free choice:for the-applicant -himself to-... !
determine whether an examination request should -be . made or:not - and when it
should he doné;-because the:purpose -of filing & patert application and
economical/technical'evaluation of ‘aninvention differ for each application.
This system is intended: to focus the -examination on.the .applications on: -
which“the"reqﬁests for ‘examinaticn saré made ; drid accelerate the examination
as & whole since the position of said. extended scope of prior application ds
given by laying open.the patent appiication. .
— Preferencial vexamination system —

This system -allows ‘an applicant to request the Director-General of the
Patent Office to examine the -epplication:in.preference to-other patent:
“application, if the third party has made, used or ‘sold the-invention: applied
by the applicant'without'aﬁthority‘for.eariy issuance of:the patent.../. 1.

Annuat average -applications ‘of the:preferenﬁial-examinaiion:arefabout;
40 during the years from 1973 to 1980,... %

~—Early -examination system—

of -the patent- application by himself, the applicant -can request the pre—...:
ferenclal examination of such invention to the others applications:ii™ About
250 applications for early examination have been made . from introduction of
this system in February, 1986 to the end of December, 1986 and-theAapplica;

tions without reason of rejection have been:published after about 6 months:
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from the request.

_HIT:Present state of Systems
1. Numerical change ‘in: number of Laying open:applications
" As explalned prev1ously, ‘all patent /futility model dppliecations are
laid open, in principle, after 18 months from-the application-dates . There—
fore, ‘numbers ‘of ‘application disvalmost equal to a number of -applications
laid open after 18 momths. = - _

CFigoil-illustrates numeriéal change in number of ;appiications. . 4As .. -
indicated in Fig. 1, a total value of patent applications ‘and utility model
applications in Japan recorded about 300,000:in.197h and thereafter increased
sharply. In 1984, 10 years after, the total -applications reached about-

4o0 ,000; about 1.6 times of applications in 1974, :Such increase is just a
- characteristic result in-conmparison with-appliecations . of.other major
countriies indicated in Fig. 'l where a number .6f applications does not:almest
change .or rather tends to decrease: : . '
The .information based -on-laid open application*bf:aboﬁtJ5OQ,ODO is
utilizedwin5various.companiessas.the technical information and patent right -
information during the latest year. .
2.+ Cumulactive Rate of Substantial :Examination Reguest
‘Pig.-2 indicates-change i1 number:af:cumulative.rate ofpexamination
fequests.:‘Theffinal-examination-requestwrate-fef'the~patent applications;z7
.recorded total of .T0,3% in 1971, the first_year;of.having-empioyed_the'
éxamination request system, but.the exanination reguest rate for patent
applications which meet the Tth final examination request year in 1986
recorded 65.6% in 1979 with reduction ofwh:T% ~-The similar -reduction ..
tendency can -also be found in the utility model . applications.:

Moreover, the: following :¢haracteristic . points can.also be found that

‘the -examination ‘request rate simultaneously with presentation of application ~

{examination reguest rate after 0 year from application) is reduced and the
examination request rate of Tth year as the final year is increased.
3. Numerical Conditions of Examination Processing

Fig. 3 indicates change in numerical conditions of ‘exarination proces-

“Tgiﬂgf”*EmpldeénfﬁﬁfhbkaminaﬁidnerQUEét“Sysﬁem?hég”Shanfrﬁﬁid*dééféﬁSé‘bf“
unprocessed applications pumber of backlog). to about :60,000:in 1981 from

about 750000 'in 1971, 10 years before, This result is.based .on-that about”
1/3 of the applications:do not reguire the examination because of unrequest
of examination. . In‘addition,. about 2/3 applications as:the remainder have

been . scattered for examination within the T years.of the:examination:
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reqnestable period_foy Patente_an& witnin,h :)_rea,:r.s_‘__i‘&;g):‘_1;11e_,j\;t’c.J'.Z_I_i*c,y_111_::_)51_»27:3.57.._:_4E
As is understeocd from Fig. 3, employment OfAbotnlsysteme has yapidly reQuced
the period required for examination to 2.2 years in 1981 from L.k years in-
1971. o . o o |

) However,_lncrease of appllcatlons in, recent .years. also- results, after
the year 1983, in increase of a number of unprocessed applications and..

.elongation‘of_the examination period,

Practlcal Utlllzatlon of Davlng Open System'”:"" e :

As descrlbed prev1ously, the appllcatlons of 500, 000 Or more are lald ‘
open within an year in Japan. How:the eompanles are utll;ZIng=§u¢h;a;Ya§ﬁ~:
amount of technical information isrexplained herennder.p FT

1. _ Utlllzatlon as technlcal JAnformation
The laid. open applications, 1nc1ude .many. appllcatlons Whlch wzll .be not
patented in future because.pheee“eppllcap;onsﬁare;no@ examined, uynlike the
_applications published, However,‘it_becomee‘possibleito;know_quicklyytheK
contents of applications ofvother.companiee,fnom the 1eidlopen applications.
Mofeoyer,.since fhe‘laid.open_paienpe are described. in @ne.prescribed_fornap
and are sorted_in_accordanceiwith:the_preecribed;(IPC).techniqal;fielos,
snch,applications may be. ueed easily as the technical information :
: .(1) Search of technlcal development trend of competing companies .

It is 1mportant to Jnow the trend of, technlcal development among.
competing companies for schedullng and - strategie planaing fox technlcal
development of .one’'s. own company ] o .

Therefore, it can be estimated from the lalé open information how each

_company is approachlng_the technlcal development in a.partlcular technlcal

field; or to what degree empha51s 15 laid.on the technical development of

the technical field.by,. for 1nstance Searchlng g, number of laid open,patents

and‘change“;n number of ;nventore of_oompetlng compan;es ;nﬁthe part;qular

technical field, generating cha;;s_and_comparingrtheeefenerts‘wiph thoee:as

one's own company also considering.other kinds of informapion;_.. o
{2) Orientation of 1nvest1gatlon and, development

Investlgatlon and development are very Aimportant for companles and 1t

“EoEsTwithout™saying that orientation of siuch” 1nvest1gat10n and development
may determine .the destiny of a4 company.. . . . T
The most favorite technical means of respective companles and the
technical means which will lead other fields in futu;e can eetlmated_from
the laid open information.by.selecting the.applicetions_conce;ning‘particular

technical fields and generating a chart eorting_respective,teehnieal neans.
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Such information is 1mportant reference materlal for d150u551ng orlentatlon
o ‘investigation and development. ' ' ‘ o B :
The technical field ‘attracting attentions of Varieus:compaﬁies‘caﬁialao

be estimated, for example, by selecting applicatiODS of respective companiee
in each technical field from the laid open information &nd plottlng them on
the star map indicated in Fig. L. N B P

In addition, the total technical development trend in such technical’
field and the technical means which will lead the other fields in fubure can
also be estimated by selecting applicatibns of respective cOmpahies in the
partlcular technical fieids from laid’ Open 1nformatlon and then plottlng
thém on the tree shaped map indicated in Flg. 5.0 o :

2. TUtilidation as right information ' :

As explained previously, the 1aia'bﬁen'infermatien includes“many -
appllcatlons which Wlll not be patented in future but about 1/3 of such
appllcatlons 12id open will eventually bé paterted. '

Therefore, exitance of applications”of other ‘companies which may acguire
" patent rights in future can be known from the early stage by watching the

laid open ‘information and'adeduate measures can be taken. It is also pos-
gible in ‘this’manner to evaliimte the applications of own company. If a’
third party”ueee”the invention without cuthority concerned with the patent
appllcatlonsmcf one's ‘own company which will ‘be patented in future, iufringe—
ment b} ‘other companles can be ellmlnated Trom the early stage by glVlng
a caution with the laid open appllcatlon ST B ' o
(1) Investigation for possibility to be patented in future’
It spplications by other cqmpaniee:which‘ﬁay'giﬁe*adverse effect on
the activities of oné's own company are found, it is essential to investigate
. whether ‘such appllcatlons ‘have p0551b111ty of” belng patented or 'not and take
"adequate counter measures in accordance with such p0551b111ty R ¢
) Namely, lf appllcatlons of competltor companies are found ‘the posel—'”
blllty of belng patented w1ll be 1nvest1gated on the basis of the search of
prior art. When it ig conflrmed that such appllcatlons by competitor com-
panles may not be patented because of the prlor art, measures described

later must be taken in order Ee] prevent ‘the ‘establishment of patent rlght

Tt AR eardy stage..

(2} Obstructing establlshment of ‘patent rlght by appllcatlons of
" othere companies :
Presentation of information
"Ae'éxplained preViously, establishment of right of laid open applica-

tions can be obstructed or the scope of claim can be narrowed by presenting’
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information such as prescribed :efereﬁees of pricr art to the Director-
General: of the Patent Office,'.. Co _

- - 1 Information can be presented for exsmple, Lo the chief Examiner by
mail or facsimile: as the. "Letter of Information Presentatlon it is also, ;
possible, if deslired, to, recelve the notlce how the presented 1nformat10n

has been used for exasmination.

Oppesition ‘ . oo W .

In:cese.the_laid_openrepplicapions bytptherhepmpanies“are pub;iehed
'fhfoﬁgh,the;successive:exemiﬁaiieﬁ\éhyene'?ho_deeifes ean"fiieleﬁpbeitipner
to the Director-General of the Patent Office wiphin two months from the
data. of patent publicatiop (will be amended to three months from the next
year bj revised, patent, law). R : _ ..____
_ - A period for‘the‘oppositien is as rether short as two months and .a
very large number of applications are recently published. Therefore}:it

is effective for certeain opposition and rejection for establishment of

patent right of applications by other_éqmpanies:to_watch the examination
Process from the stdge-of 1eying_open.of applications, cateh the chance for
making opposition and sufficiently collect the references. for eyi@ence for
the opposition through the search for materials of prior art from_the_eerly:
stages. . : .
(3) Avoldance: of 1nfr1ngement of patent e e
When it is confirmed that establlshment of patent rlght of appllcatlons
i . in questions found from the laid open information cannot be reJected‘even
with the means. explained previously, infringement of right of other patents
can. be avoided previously. through alteration of development policy Qr.de__sign5
before the application will be published.
(4) Warning to. other. companies -

If it is found.that the invention by one's own appllcatlon is used by

i other company,- it is possible to request alteration of design so as to

avoid future infringement on the patent right by giving a caution with the

1aid open information of such applicatigns to other company. It is also

possible to consult other company for the will of receiving the license of

- the. appllcatlons.....“

. be application. even after the:. caution, it is possible for the appllc@nﬁ to

request the compensation money to such company in the stage when the said
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V. Practical Utilization of Exsmination Request System
As described sbove, in the examination request’ system, the applications
which should be patentéd sre selected for examination from' all spplications
within & specified period and only these seléétéd:épjiicatiohs%éfé examined |
How re-evaluation of applications for examination request is“carried out '
in companies will be explained hereunder, T e e
1. Possibility to be patented
The examlnatlon requeést expense is as hlgh as ¥58, 000° (about Us$387)
for an 1nvent10n “which is’ expen31ve in comparlson Wwith the’ appllcatlon
expense (¥9,500 = about’ US$5Y4)". ' Therefore, such useless effort to’ regliést
examination of the’ appllcatlon hav1ng no possibility to’ be- patented becaise
of existence of prior art must be avoided as much’ as possible:’” '
‘However, since the Japanese patent law emplbyé'the first;td;filé'
principle; it is often difficult to meke sufficient investigations for pricr
art as & result of hasty filing of applications. ‘It is also probable the =
_applicéfibh is rejected due to the existence of ‘prior art which is’unknown
fact for the applicant because such prior arts are not yet Iaid open at the
time of patent'épplicafibn'(secfion“39;'59ctidhx29'bis'0f the patent: law).
MOféoVerg it is also probable in case the corresponding application for
foreign countries that the pricr art which is a bar to be issued a pateﬁt"
is found during prosecutiocn in forelgn countries” and in the-seareh report
For prior arts, v ' e e '
“Hecordingly, it is Yery profitable for the spplicant to request the
examination only for the applications having possibility to be patented ' i+
‘based on sufficient search for prior arts after presenting applications or':
consideration for the results of pro'se'cu'tio'nofE"cbrfesponding-'applica.t'-i'ons'E
'to foreign countries. In addition, the Slccessive procedures ¢an’ be run

smbbfhﬁﬁy previbusl&:méking adequate émehdﬁént:dorreépbnding'tofthéiﬁrior-

" art fouhd”utilizing'thé chance Tor amendment given to the applicant

accordlng to the patent law at the time of requestlng examlnatlon.
"2, Strategic’ Examination Requeést T o

The applied inventions are not 'elways necessary to‘be-patented for the

reason after flllng.
' Foir ‘examplé, many inventions for high techmology whith ‘are not'yet” -
usé&"ﬁiacticali& at the time of filing application’ will changé in'the value
depending on development of peripheral technology. Therefore, it is wm- 7.
necessary to reguest examination to the inventions which may not be used

anyone even if such inventions are sufficiently novel and have sufficient
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p0551b111ty to be patented _ : ‘ . ;

It is necessary for sppiicant:. to re—evaluate the valune .of each appllcar:
tions in the adequate timing and to request examination. after careful
selection. In this process, consideration is taken into, (l) technlcal

tendency of technology, (2) needs for technology and situation of using the-:

Jinvention-and more .adeguate ne-evaluation than that at the time of filing

application may -be .expected., . ; _ fnb e
+iis ‘described previously, the .examination reguest period.is, rather as ...

10ng-as~7-years.and therefore it .is .essential to adequately.select. the timing

for requestingsexamination.

" The -time. for re-evaluating.applications. is explalned hereunder

s {1) At the time qfaflllngqappllcatlgn;

-.Since examination. at the patent. office in Japan is carried out-upon...: ..
request of .examination, exomination is :requested .at the.time of filing. .
application for:those whichiefaluatidn-isjcqmparatively,ﬁixgq,aqd_quigkly e
requires:to be patented.. Gl al o P - '

I%: may -also be . mecessary -to take the measures, preferencial examlnatlon
or: early. examination-to:the appllcatlons,gfoy;appllgatlons‘whlch-x@gulre1--
more early acquisition of:patent right.:...

(2) After 2-3 years from application' ; : _ . ;

. ‘Since;all applications filed in. the same-period will befla;d{open‘,.-g¢;
after,2—3,years-from-filing-applications;_considenably.perfgct;search;for.+_
prior arts can be expected. . In.case the corresponding applications. are
presented-to.Buropen countries, ”refevaluatiqn-of_iventiOHS;can'be‘carried
out with.reference to the result of search report.for prior. arts .conducted.. .-
by European patent office. . P

(3) After -4-5. years.from application:. - by

After 4-5 years from spplication, development tendency-of technical. .
fields to.which the dinvention belongs is often.rather apparent.. Therefore,
the re-evaluation of .applications.considering technical ;tendency may <be-
possible, -ingadditibn.towthe,evaluationuof inventiqg'based.Qn;above;mentioned
prior arts, '

(4) After 6-7 years from appllcatlon

“&ince the allowable examination request ?éfidd“is'7“iééié;wéVéidéfiéﬁm““wmwmwmmw

conducted in this ﬁeriod is the final re-evaluation. Namely, it is finally
evaluated whether acquisition of patent right is necessarj or not for the
application. In actual, considerable number of applications request examina-
tion in this period.

An example of re-evaluation period of applications is explained but

3
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the re-evaluations are generally carried out two or three times.in any period
among those described ‘above in-agedrdance-with-tﬁe‘pateht‘management policy

of respective comipanies.

IV. ' Afterword ‘

'With the increase in number of countiies for patent information exchange,
it has become very difficult to keep secret the application-even if- such ..
application can be kept secret until examination.is:icompleted in few. coun-
tries. “Wamely, under the ¢urrent state where 'a number of contries employing

" the laying open system is increasing, it is no longer tare.case-that the-
corresponding ‘applications to foreign countries are already zaid open.::

In this senée, it should be decided soithat such positive attitude as
attempting to quickly know-the applications by other ‘companies brings about
‘more excellent significdnce than that™in keeping secret:the applications of::
one' s 6Wn comipany. - -As -explained previously-in this paper, the laid dpen:
information can be used positively in various ways and-thereby hew technical
dévelopment of one's own ‘compahny can -be accelerated effectively and  such
positive-utilization of ‘laid ‘open-information certainly gives much contribu-
‘tion to technical progress in the society as a whole.®

On the other hand, employment of first-to-file principle, examination
system, laying opefi system and‘examination request system is -the world ‘wide
tendency. Particularly, the combined use'of~a-1éying'openfsystem*and-an

examination reguest ‘system results in more improved-effects.

Accordingly, in one ‘hand; ‘there ' is a'view.that it is unnecessary to-
employ the examination request system so long ‘as the: system and capability
for early examination are acguired, but it should yet be employed positively
in order to eliminate useless examinaticn and-réaliée'&cQuisition'of'right
‘as quickly as possiblé.’ ' _

*Outlinérof-léying'open‘system-and-examination requéest system in Japan.

‘and practical utilizdtion of these systems in. comparies are explained above. .
Theauthors “will be very pleased if this paper ‘is-useful for helping readers’

understanding and utilization of both systems.
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-+, JOHN P, SINNOTT
., PATENT AND TRADEMARK DEPT.
'QAMERTCAN STAVDARD ;NC
. 40 WEST 40TH STR
. NEW YORX, NEW YORX 10018

UNITED STATES PATENT LAW SINCE 1984

There hasi been, within ﬁhe last three 1years, about as much
change in the United States Patent Law as that which occurred in
the ten vears preceeding 1984.

But, before undertaking the substance of my talk, please let me
make a persocnal comment about how pleased I am to address this
group, especially in Baltimore. We have on our program a visit
later this week, to the United States WNaval Acadenv i
Annapolis. With no small degree of pride, may I tell you that
-graduated from the Naval Academy in 1953, Speaking particularly
" to the Japanese members of our.group, may I mention that the
Naval Academy played some part in the industrial development of

HH -~

Japan. For example, durlng the Meljl Reign the Naval Academy
was selected as one of  the’“first foreign institutions for
educating vyoung Japanese.- Through a special Act of the United
States Congress, the firgt. - Japanese  midshipman, Jiunzo
Matsumura, entered the Naval Academy in 1869. The last Japaness
- midshipman, Viscount . Klnjlro Matsukata, entered the Naval
Academy in 1906, - During- that ° “interval, there were a total of

sixteen Japanese midshlpmen,:,all of whom were dist inguished.
For example, Sandanari,-Youohi'lbeceme superintendent of the
Japanese Engineer . School: . SOuOk;Chl Urii ({later, a Rear
Admiral) was an ‘ instructor. at your famous Eta Jima. At least
four Japanese midshipmen, ‘Motdhiko Tekasaxr (who also designed
the 1895 RKaval Academy Class rlng), Kagehazu Nire, Admiral Urii
and Hiroaki Tamura,= all served with- dlst*nct*on in the
Russo—~Japanese War. Admlral Ur:l, moreover, commanded a cruiser
force Iin an ao on riear Inchon and- later niayod a leading part
“in the great Jaoanese v:ctory at Tsushlma durang *har war.

0f the sixteen Japanese mldshlomen, twWo became v1ce admirals and
three became rear: admlrals in . the Imner;al gapanese Navy.

You also should nooioe,.when vou visit the "yard" {as midshipmen

refer to the Naval' Academy grounds, Iorl campus}, the famous
~Japanese...bell., ... ThemJaoaneoe bell. wae

 Academy | by Commodore Matthew Perry's w;dow. The bell had been
gaven to Commodore Perry by the regent of the Loo Choo (Ryukvu)
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Islands and, since, 1900, has been used to ring out the score

everv .time the Naval Academv deFeats its r*vai Jinstitution, the.

Unlted .Stages Mllltary Academy in athleylc comn t; _ "
some small Dart' of _Japanese cuilt ture has become an integr:
element of every major ‘athletic v1c;ory at the Naval Academy!

In passing, ..you also might note that the Jananese,bel¢ was cast
in - 1456, -*h¢rgy six RATS, before “the’ Amerlc s ‘'we ”dﬁscovexed bv
Euroneans" Very likely, the Japanese. Qbell is  the oldest
man-made object on public display at the Naval Acadény.

Returning now to our professional topic, since late 1984 the
more significant -amendments to the United .States Patent Ac or
Title 35'—'“*Leu¥s, relate to: :

i-n, ‘A new . form o; grant +he Statutory Invan*lon__
,ﬂﬂeg1stratlon, "SIR
2. New developments in patent term extension.

;3. ... Changes. in the legal definition of patentable .
bvelxv; : e ke T i

yfé;,iJCIarifipation ,d
. :  ﬂventors~

_.the statutory definmition of

. i "*he Board of
&ng‘r;erencesf,,zn;o K
pAnpeals and Interferences.

gbe:Boa‘

AnoeaAﬂand

A hgrl yf;ozﬁrbltrateﬁlnterférénces

7. The ‘definition of an act of 1nfr1ngemen -
been amended with respect to pharmaceuticals
..and  the . supply . of components for a patented. -

T e R AEACCI S N

in naten;s deve4

(.?c'r) Chan re:;
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fbilcwiné"
lng el*

patent
interferences. B o

3.ftvﬁﬁiéé*:féiatiﬂ§}'fb?'hnlgy  of inven ‘Yon for
international appelcatlonS"and ‘adoption” "~ of
PCT Chapter II.

A final “'point "for consideration’ re*ates to the avallablalgy of
rights to United States patentees for certain prav leges in the
Republic = of Korea, anparently without regard to the nationality
of the United States ‘‘patent’ owner.’ i TUnited
States/Korean  question is noe, strzctly,” ‘matter’ only of United
States PEate; effects deserve treatment at this
point. 'BY g o ‘Un it ta "Government, -
the T _ ., effective
"July 1, 1987, patent coverage for ‘Chemical’ and’ ‘pharmaceutical
vroducts. Certain retroactive and transitional measures were
‘agreed to that pérmitted product claims “to be ‘added to pending
Korean process natent_ applications, if A amended within ninety

Those chémical products that ‘are st bgecf'to Korean pre-marketing
‘review, and which were patented and identified ‘for commercial

applicabiiity in "the United States between January 1, 1980 and
July 1, “"i987" ‘and are"ldent;f;ed for commercial applications,
will- be nrotec+ed “i7’ the" Republic of Korea fora period of ten

vears from  July 1, 198?. This orotect:on can be obtained only

if the 'p oducL. was'~ not ‘marketed’ “the ‘United: States ‘and in
Korea, anﬁ-*lf ‘certain’ ‘procedures were followed prior to March
31, 1987. Please note that this program was opven to owners

of United States patents without regard to the nationality of ‘

Let us now consider, in some detail, each of the foregoing items
of change. : i

.
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'Although available to any appllcant the SIR Was - cre ted
generally to permlt the Deparitment of Defense and the Depar~ment
of . Energy.. use .-a less expensive.and -time-consuming:form of

defensive : Dublzcatlon ;v For examnle _al*hough
T aggerted’ in an *nterference,f it does “net:grant
right to wuse the claimed 1nvent10n . I+ is,
quickly published, and thus may possibly. enter
more swiftly than a published arﬁlcle, Nhlch of

the usual Journal review. processﬂu

Between October 1;' 1985'fand !
Federal "flsgel year, ") federal agenc1es Lzled 121
applications and 65 conversions ' from patent

Non-federal sources accounted for another 42

anpllcatlons.

A number of auestlons have been_ alsed about t]

the SIR Some af these gquest ions are:.

1Q~The val:dlty 'of
- has not been Judlclally determlnedﬂ*

EA;~SIR could adverselv affect Jnven
morale - because of A percentlon that

“.c lacks - the . prestige and. rec.o_gnlti_dn
- pagent o won s A .

. .?ha flling cost sav1ngs of an SIR ‘ovi
- natent are ... neot- suf icient
- overcome xhe nega;:ve ..aspects of .t
SIR progranm. ’

sav w4y -The. reffect . -0f the SIR on ; =

' which grants:: Judlcial - reld ef‘
interfering patent has not be
;judlcially exnlored.g=g47~n >

1scal

year

endlng

che SIR as prior.ant

OI'

to

the .SIR.can.be
.an.excltsive
HIOI‘GVEI‘ , more
cthe . prdior.art
is delayed by

or*g*nae S R
appl;cat;onq

er. .

he...:

en

SIR

*Recall in this regard how the Board of Appeals st

administratively established Defensive Publicatio

- 1976 by holding that such publications were no
_prior knowledge as of their respect;ve filing dates.

ruck down the
n program in
3 evidence of
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applications filed that vyear. 0f these cases, 34 were issued
without an initial final rejection, and three were finally

rejected. A SIR will issue dn about eight months, while a
Pateﬁt-takes about 23 months. : S ST i

Wlth _ thesei”’statlstlcs “in hand you ‘may  draw ‘74 - few
concluSJOns'*of your ‘own about how the SIR 1n oracglce_is meeulng
the de51red goal of qulck publlcatlon.~i* i : A LR

Patent erm Extentlon

A subseculon .(h) was added to 35°USC 156 to-empower the
Commissioner of Patents and Trademarks to levy appropriate fees
for - term extension: anpllcatlons. -+ ‘This* ‘term extensﬁon
ap'llcatlon hee now stands at US$750 redaced to US$550

Vovel*y

The non-obviocusness crlterlon for patentable novelty in 35

USC 103 ‘was ' the ub;ect “af @ major amendmeng ‘61 November 8,
1984, Succ1nctly stated, under this‘améndmént a patént will nét
be denied for being obvious under Section 103, if the subject
matter of “the ‘assérted art would' gualify: oﬁly“uﬁder”Section 102
f) or (g) and ‘the asserted art and the cldimed invention - at
the time the invention was made,rboth were owned by the same
person or nder-an ‘obligation ‘to' 'be’ assigned to the same

person. To amplify this- ‘a bit, Séction 102(f) denies a patent
if the applicant‘ ' did" " not* hinself invent“ the subject matter
sought +to be  patented. Section 102(g) " denies a patent if,

before the apnllcant's invention, the invention was made in the
United States by another . -who'had 'not:abandonéd, suppressed or
"concealed it. ~Priority of ‘invention in thig later Cércumsuance
will be based on conception and reduction to practlce.

This very compllcated exceptidn Lo Secglon 103 was the
subject of ‘Some- clarlfylng gu¢del;n?s‘publlshed bv the Patent
and Trademark‘Off;ce 1n Decembern 1984. SRR

Among these guldeilnes,"YOur ‘attentioni is speci;ical”y
invited to the ownership provision in which the phrase "owned by
. the same - nerson"— requires 100% ownership of ‘the’ prlcr ‘art in
guestion and - 'of the invéntion; too.- THé ‘burden of establishing
~that __the prior art sub;ect matter is disqualified is placed upon
the batent applicant.
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Jo:nt Inven orshln

The stLlct United ‘States slegals reqguirements: on' - joint
inventorship were eased, to & limited extent, through amendment
in - November: of.1984:to:35 USC 116.7 This. amendment: snec1f1ca11v
permits. inventors: to apply for ar patent JOlntlY even though

' ﬂ,i: they d; ,Hhot bhysﬁcally work togethe*.uw
or at the same time ; ; Sl L

.2, -each -did . -no%f: make the same type.or -
--:amount of contrlbutlon ar T B i

3. 'each dld not make a contr:batlon to the
"subject, matter of every -claim of the

patent.8

-.Once: more, your attentlon ig.invited to the’ "Guidelines"
published in 1074 0G 214 for a detailed statement of the manner
in which this amendment %o Section 116 has been implemerited.” "Of
particular interest 1is the position that each co-inventor must
make some original, though partial, 'contribution to the final
invention. Bach inventor, however, need not make a- contrlbut;on
to the subject matter of every claim in the- natent i

Board of Patent Appeals and ‘Interferences

As a part of the November &, 1984 :amendment; - the
heretofore separate United States Patent and Trademark Office
Board - of :Appeal and Board of Interferences were merged into a
single Board of Patent Appeals and Interferences, From the
standpoint of the interfering narty, perhaps; the: mofc 1mooruang
result of this merger is the change in 35 USC 135(a}. :

The combined Board, under this change "...shall détermine
guestions of priority of the inventions ' and ‘‘may- .determine
gquestions of patentability."” This amendment 'should ‘avoid “the

frustrating situation so many of us encountered in ‘the past with
the +wo Board system. More than once, many'of Usthave ‘handled
cases in which the Board of Aonea;s decidéd ‘one or more ¢laims
to .be.readable on an applicant's disclosure, thereby setting the
stage for an interference. And, after the interference was
declared, and after much struggle, we would receive the ‘Board -of
Interference decision dissolving the interference because ‘those
- SAME G ATI MGy
to your applicant! "Oh death, where is thy sting™!

45
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This new legislation, merglng the two Boards- should
el:mlnate the fore901ng nroblem Byt E R SR

. On May (t1985, extenseve revision was- made to the WRulee
Of Practlce" -as - they:: relate; to ‘interferences: fob:the specific
purpose of permlttlng the rights of the parties to be determined
at an early’date; and vouri attention'is.invited Eo these amended
rules for particular guestions that might: arlse.n~

To prowvide you with some appreciation:for this expected
improvement In interference:practice;:the following anticipated

~time schedule for a two- party 1nterference, published in 1074 QG
271 should: be of 1n‘erest.- : maeF .

I et s o M e T e T

Time from last event Total time in
+Event .in.. Interference ivin'the: interference - interf erence

fInterference declared

f*ll ng of prel:mlnary
statements {(1.621):=and: .
preliminary motions
{1.633)

re8smonths:d o lowo sl 8 monthsi, - # b

et s

~+Filing. oppositions to .-
preliminarv -motions -
‘(1 538(a)}

R/ 3 month: }:342/3 ﬁoBtﬁs;uﬁ

jFiling replles to opposzee‘:g;f B R
tions (1. 633(b)) wELD e il A2y 3 rmonth

- 4=1/3 months

:Decision on:preliminary. .
Ccmeotions: i 1.640(bR(1) )y
-open -preliminary :state—.::
.ments {1, 63%)} ;. 'set-tinmes

. »for.£iling motions - aon

- -for discovery (1.687:(c):

- and - testlmony“tl GEl(a))

"1 month : o
%Elllng of mot;ons fcr

Aiscovery. (1 635, A 651(&}
687{¢c ;

Filing of oppoeitiehﬂfe'
motion for discovery -
~(1.638(a)) o _ .. 2/3 months "7 months

46



Event 4Ane Interference:

~;Senior party testlmony o
suilcaserin-chief-and case-
-:;in%rebuttal Ao, 672(b)) R

'QFlllng of record (1 653(c)}'~~: 1/3 mcnths b xngmenthsvn-v¢"

JBrief for Junior narty

PAGE 3

Time from last Total time in
dn-the: interference interfersnce

Flllng reply to op9051t¢on“ a$“
to motion for discovery

(1. sas(b)) ©2/3 months oo v 2n2/3:aonths: o
Décision on motion for S
dlscoverv © 2/3 months vorosi 2@-173 monthst

Tlme for compllance w1th
anyi discovery: ¢ slan2/3 months L0000 9omonths oo

Juniofhparty'testimony el E RN
{case-in-chief; 1.672(b)}: -

Testimony _ 2 months 11 months
Senior party cross-

examination of
-eaffiants Af needed

(3]

month - s 12cmonths™

'Testlmony wmonths

=1 13-2/8 months:
‘Junlor party cross— AR
~-eXxaminat ;on_o;_af Jants
~oAdf. needed: .

month o =: - :14-2/3 months:

Junior party testimony
{case—-in rebuttal}:

':westlmony+;

< 2f3-month- 16:months:

uSenlor party CrOSS“
examination of R TR o e o Lo
afflants 1f needed ' 2/3 month 16-2/3 months

o ‘-,55& :

1 8smonthsas

47.
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'fﬁlme from last w0 Totall time dAn

Event in Interference - in the Jnterference inte:ference‘__
Brief for senior party Gy BT PonntEme e
(1.656) : - 1 month 7 20 months_:
Replyubfiefffor juniorr T A :
party {(1.656) 2/3 month 7 20 2/3 months _
Final hearing {1.654) S 1 month : 21 2/3 months

Decision (1.658) 2 months v . 28-1/%-months

Interference Arbitration

Provision’' also was "made, in the amending act of 1924, for

arbitrating = interferences or parts of interferences. This
changﬁ appeared as the addition of a subsection (4} to:35 USC
135, Interference arbitration rules “were adopted:on:Mavy

27, 1987 and appear as 37 CFR 1.690. .This hew rule’specifies
the procedures that must be followed if the interfering parties
decide " to. - arbitrate. ci o Tdllustratively, writtennotice and an
agreement to arbitrate must be submitted to the Board of Patent
Appeals and Interferences. The reguirements of. theaward, e.g.,
a statement . of the issue or issues:and thé disposition of each
issue, 2 in * order to render the award effective also-are set down

in this new rule.

Infringement Redefined

Among :the many changes’ introduced throughy 1984 améndments
to the Patent Act was a modification to the deeinition cf
infringement— that should be of substantial: 1nteres to those
among us who are in pharmaceuglca* nractlce. :

Br*efly, 35 usc 271 now states that except for
pharmaceuticals, it :sids:'not-an act of infringement:to: make,. use,

or sell a patented . Invention If it i1s done only for uses
reasonably related to develop information’for submission undeér a

patent infringement.

48
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Section 271 now also states that it is an act of

- infringement to  submit..an-:application.under %the Federal Food

DBrug ‘and . Cosmetic’ jAct: ‘for a . natented drug .or drug. use. . ;o
infringe,: 'however ;. -the submisslon must be,amade to . qp a1n
marketing approval under the Food and Drug Act. R

L QE i omore: general interest, ..especially to patent counsel for

'multl ~national corporat;ons,,ls,the further definition of an act

aof 1nfr*?gement T'relative tg ._components ..of .. a naten;ed
invention. i . Accordlng to this. amendment, -the suppller of
components for a patented: '1nvent10n -in- or; from. the . Unlhed
States, that are specially adapted for use in the invention,
knowing that the components will De combined outside.of the
United States in a manner that would infringe the patent if so
pdmbined within the: Unlted Staues, is- gullty of lngrlngement.

The;;componenks sin :guestlonp»must,-qffcourse, be_spec;allv

"adapted .-:for ' -use-:.in . the. invention in.:order. to establish

infringement. under this subsection. They. mu ust ﬁot moreover,.be

‘staple articles:: rof /. commerce - suitable. _fop?g substantial

nonlnfrlnglng use.

aThlS new addlt:on o the deflnlt:on of 1nfr1ngement musk
net. w be’ confused‘ .w1th”'the. older_mcpncep; .of | contrlbutory
infringement: - which:. is defined;in;subsectionf(c} oF Section 271,
nspite-.of .a- general: similarity;iinpzmany“of ?he terms. To
properly charge contributorvy infringement: under subsecylon (c}.
an actual infringement through assembly of the components into
an  infringing. device, .-or--the .like, .must occur in the United
tates, . Through--this new --subsection, however“; it is.only
necessary - that ..the -infringing,;assembly_Jor_,psa_vmu$t. occur
somewhere outside of . the:United States.:- : et e e

Government Patent nghts

Because atﬂnumber_ of..countries;, including. Japan, -have

' entered ‘technology ' exchange agreements. -with the United States
'under'*theu.Strategic:Defense;Initiative, some. nass;ng ccmﬂen+ on

recent:amendments :to ..a number.of the provisions of a5 USC 200
the . Chapter -that: deals .with patent rights- in inventions made
w1th Governmen* a551shance mlght be of dinterest.. et . '

vt L Fo instance, Section 202 was amended late in 1984 to add_
‘an;;exceptlon to-the Un:ted-Statesl,s;atutprm,Y reserved_r;ght”tq
sworldwide. .-license..under:sdinventions..that.. it . funds.. ..

This
exception permits the funding agreement to grant additional.

49
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rights  “tc “small business"iﬂor‘ndnprofit organization
contractor " to " "meet” Unitéd States treatyv-obligations, includ;ng
nititary™- agreements Yirdla¥ting s lotdt  weapons: develccmen; aed
Production_ R L At L S S R T S R R T S

T “AppéilétGT‘nrocedures ‘also. ‘have. ‘beén ' established’ under
Section © 203{2). "% "UThig® s&ction ‘relates ~to United: State

Gover nﬁen+' "marcn in®"“ pights and thé’appellate: procedures are
d;rected resolv1ng ‘digputés” that arise as-a consequence of
tne exerc1se of thse "march—sn'"rsghts"' T T

PC* Chabter II

S AIRT of “us “were certainly pleéased withithe:fact thatot 58
Unlted S;a,es accepted Chapter II of PCT on July 1, *987.*
Apart “from -the “obvious® Beneéfifs i to 'be “derived::from’ thi
broadened par;lCJPELJOH, wnhére ‘arerstatutorysand rules cbanges
- 'necessarlly "foll owad aga’Tconseguencesofirthiscimportant
ndto better comply with Treaty- oolzgaulons.. Pus R -

Many of the effects of thls adoption of Chaeeer TI will be
reviewed " mére” thoroughly “in~ thé course ‘of: the:rReports of
Committ No.'*s In;ernatlonal ‘Law’and Pfacticef The rules
changes,"as thev relate filing~and prosecition insthe;United

s Patent -angs- Trademark 0ffice; however; are treate tora
llm1;ed exten in th;s paper.--*f RS SR AT £ I ‘ g

: These'frule changes were ‘‘adopted, “tao alargerextént, to
reconc1le CognitedrciStates’ Couhdty vof - invention:practicer’ for
1nternat10nal=¢épplicatiénsi“withﬁidomestic courtoidecisions:and
current practice for national United:Statescapplications”filed
under 35 USC 111. '

~ The problem that these new rules generally strive to solve
seems to: - have’ arisen through' a- de0151on captioned:C aternldgg

Tractor- Companv' V. ‘Commissioner of Patents-and-Trademarks:
Jin whlch it was-heldthat the United St tates: Pateng and: Trademavk
Office’” was ' not “correct;” when’lacting ~as ~an: International

S@arching - Authority, ito ‘fin&g d lackﬁcfhunityﬁof invention:in
claims drawn to - adie forforging’a sprockeitiand-a:process for

forming a sprocket, The Court was of the view that it was an
- uinreasonable” interpretatxon of"PCT“’Rule 13.2{(dii)::Xo take the
positlon o at-’ unity': : “"‘he arms "snec1f1cally

T«"H—Lﬁ\:—::;«a-ﬂ?ww— et S P e

i

qmeach othe

50
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Conseguently, the 0ffice has adopted the position that, in
processing international applicatiens, PCT Rules:13.:¥ and 138:2
will i+be ~fdllowed " when considering unity ef iinventiow of claims
of 7 different - categories without regard t he national vractice
imposed - through. 35:USC-:Ll1.: »:This PCT unity w0f invention
criteria :practice,. »moreover,% will -be-applied:in: nat;onal stage
applications entered under 35 USC 3735. Should & national stage
application lead +to a continuing application, the Unlted States
restriction practice established under 35::USC::1 e
apol;ed to the contlnu4ng case.

Anlmal Datenhabll

he unlteu S rates . °a;ent and: arademarkuﬂfficﬂ

‘ E m‘“uaSI fﬂprilr-t

: published. v the: position 1077 50,6024 - othat - nonnaturally
‘ occurring nonhuman multlcel‘uiar living organisms are
i . patentable. - Theé: United :StatesCongress was: able, temporarily,

‘ - to:rhold: back: this- - "Brave New: World' cat leastiountil Sentembek
30'”-1987 cothrough . Gamendment tooan anproprla 1onvfb111“
‘82?‘. woomdnr o e gmwet ot arinemy b ST i

The Office‘S‘”nos;tibn “ran - Manima atenting" :is:ithat of
ldglcal developmernt!” from: exlstlng case law,: in which- Dlamond v
Chakrabarty, 206 ‘USPQ 193 (1980} ‘and In:re. Allen: 2 USPQ 2d 1425
(Bd. Pat.::App. & Int.:1987) are-leading ‘illustrations: - this
circumstance, as guickly as the restriction expires on Sentember
30, : the .0ffice .. will - be:  prepared: to’ gran; naten*s Lor an¢nals
that meet all ether crlgerla forfpatentabl e DwmrprenBolovenn o LU IE

on thls matter;all of :whichrappesdr tohave matured dnto.’a bill
(H.R,7:3119), wintroduced . on August: 5, 1987 by Representative
Charles : Rose, to "impose.a two-year moratorium on . issuing patents

1

l

]

i

| - . :

! ‘ o Many argunents were ra:sed agalnst the O‘flce =1 DGSAtion
!

1

i

i ‘an

for~ animals.  The purpose of this'billiis to ‘provide -Congress
copportunity to/consider:the effect of: natents for . an;ma; llfe,

Should Mr. Rose's bill be enacted into law, 1t would not
onlv -~ revoke existing United States. patents ‘granted: for this form
of  =life, but:’ it would: also ~appear to bar patent protection;
after the two .veadar ‘hiatus ! terminates, ":to those aninsl  forms
developed during the moratorium. Quite possibly, the bili, if
adopted insoits - ‘present form, might rexpose.the :Government to
substantlal llabllltles Eor +he revocatlon of ex1st1ngrna~entg~w"

Thus, 1t seens that appl;can s con;empla 1ng f;;lng Unlted

e - Gl =1 S e o R o= 3 ﬁappl&qataons,xfor' itheseulifeformscshowld. 1odge e
their: cases . swiftlvy: sobtain s fas-much «protectionas -the Rose
billiisylikely to prOV1de, ‘should =it be - enac\ed din dlts present ol
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form.

property .gr - .to gamble -that  a patent- 'will :iissue:-after the
twosyear . veriod  expires is better ithan denial of the right -to-a

patent . tbecause ' the ‘technology was perfected during.the two year

term.

Patent Term. EBxtension:

On June 23, 1937 the Unl\ed States 1=’a"en'c and m:?dema?&
Office published rules for extension of patent term.”’  .This
is, of course, a most complicated area of inguirv and, perhaps,
the " best i service ..this'pdpercan provide toi‘you ‘is *o ‘draw vour
gttention: to ﬁheifact'that'these‘“"les have bee1 adonted DETIE S

Lo:Briefly, ‘these neW'QruIQS“ wére adonted to prov4d9 *he
necessary  procedures ‘that  must:.:be: Lollowed in order 0. .extend
patent | Iife as authorized through 35:USC.156.:  As I am sure most

of us know, Section 156 permits the term of & patent directed to.

a human drug, a medical device, a food or a color additive that
is ‘subject .to:rregulation under the:¥ood, Drug-and ‘Cosmetic Act
to - he extended by as.much ras five vears.: This: extended term is
based “upon  the:.length of time the ‘patented subiect matter ¢5
Kept off *he Unlted Staues marLe 'for regulatorv review. . :

These new rules reduced the term .extension f1¢1ng fee from
US$750 mentioned .earlier -in -this - paper to US$550. The:US$200
refunds, where appropriate, w111 ‘be made by the Cffice without
the " ‘need «for 'the applicant: to ‘file-a reguest, ~Your attention is
specifically v invited: to- 37 CFR1.740 - which . specifies the
contentS““of ‘a-formal dpplication: for a.patent 'term extension.
There : 17 individual reguireéments that must be met+in-a term
extens;on appllcat4on under this new rule.,:-Certainlvy, vou must
carefully .comply ‘with  these .reguirements . in order to lodge:an
acceptable anpl;cat;on.

; ‘The. "less ieng*hy regui remen*s *ha mustwbe met (six; in
number): “: vin.:icorder. - to -.establish.- a- ‘patent . term externsidn
apnlicatlon lzng date are: deta1¢ed dnc Ru;e 741. E EER RS

. Senaraget rules Qfor calculaglng tarm: exten51ons.aor hunan
drugs,. food . -and ‘color :additives and.-medical. ‘devices . i are
enumerated in Rules 775, 776 and 77?, resnect;vely

d A=) . 1 suggest4fe of
: cha_ges\ that have taken place in United States patent
eclate 1984, v Apart ‘from the. statutory,, regulatory and =.;

52

o Presumably, 7Ta right to seek compensation:in the «{United
tdtes “Court: :rof iClaims. . for.: this apparent "taking" of -private

wthe .many ...

e e

T
N

T Sk A P

e e

e i

T

e,

SRR Y B,



1
i
i
¥

T

S0 AT AR e

|

PAGE 14

as they  reflect . upon: domestic . .United States . practice -
1nternat10na1 arrangements, there have been, a ‘number of, landmark
dec151ons in . the case .law that have .only. been . suggested in | thlS
paper, and of which In re Allen, mentioned above is typlcal.;,“

Special, Status For Superconductlv1tz

R A recent Unlted States Patent And Trademark Offlce notlce has
announced that it will qrant spe01al“‘status to. appllcatlons for
1nvent10ns that 1nvolve superconductlve materlals.uls "Spe01a1“
status means .that "an appllcatlon for.. patent is .taken. out of its

‘order of examination and: advaﬁced for, . p;lorlty consideration by the

Patent Office. 19 1Inventions to which this "special” ‘status will
be. accorded are,. 1llustrat1vely, supereonductlve_matet;alsl their
manufacture and application. ‘ . o

To request. "special® . status _for an application. . in this
category, the request must be in writing and identify the patent
application by serial number and filing date. A statement under 37
CFR 1.102 that the invention involves superconductive materials
must be included in the request and no fee is imposed for lodging a
request for "special™ status under this Notice.

Anticipated "Rules of Practice" Changes

A number of proposaTS to change the Patent Office "Rules of
Practice” have been announced by that Office within the last few
months, The specific wording of +the actual  changes, and if
adopted, the effective dates of the changes cannot be predicted
accurately at this writing (January, 1988). Nevertheless, it does

seem likely that most, if not all of these proposals for change °

will be adopted in one form or another within the next few months.

Accordingly, it is expected that there will be a number of
changes in the Rules as they relate to "swearing back" of a
reference under 37 CFR 1.131 (a) to better conform with present
interference practice. Further, there are propecsals to limit the
length of appeal and reply briefs in ex parte appeals, reset the
time for requesting an oral hearing in ex parte appeals, clarify
the procedure with respect to a final rejection made after remand
on appeal and to better state the Rule that relates to access to
pending or abandoned applications. Further proposed changes relate
to interference practice. 20
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should‘ be' -of "speCLal 1nterest té the pharmaceutlcal 1ndustry
relateés to ‘rules” that' govern the dep051t of blologlcal materla s
for patent’ purposes..21 o . .

Rule changes also are under -consideration  to.require plant

- patent, appllcants to record. ldentlfylng variety denominations for

plants "that ‘are the- subjects of thelr app11cat10ns.j The“Rules that

relate™ to”plant patents ‘also are expected to be amended to fulfll

’ obllgatlons -1mposed ‘by” the -United- States ‘membershlp “the

Convention’ of‘the Internatlonal Unlon for the Protectlon of New
Plant Va letle' ' :

) Please'address any questlons you” may have about these“bhanges
to me at this time.

[Thank you for your courtesy and for your ‘a:tfcénti’éﬁ

51
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I.. Int roduc-t-j._on:;\,.._-j. veowdd dre i Lwniwo o s

Iﬁ the{Hnited{States[aasuthp;Drug_P;iceﬁggmpgti~
tion and Patent Term Restoration Act of 1984 was
executed by the President on September 24, 1984, JE—
the patent ‘term .extension.system has .been. started .
for specific fields such as human drug products;
and'anotberwbill-for.thg*ﬁaﬁent”termyg§;ensipn
for animal drug products and agricultural

*urchemicalsvhaSybeengairaadyaiatﬁodgggdqﬂa

Also:inwﬁap@ny-aulaw;forxamendinggparﬁg;pf the
patent laws or':the . like: was published.on May 25,

FABBT o ovnl mwoia i Ll u o

fuThe'amendmentxin01udes;theaioilgwiggﬁaﬁgits major

~.subjectst.~ =

#:di  Improvement: ;on the multi-claim system
o240 rProvisdion: ofi.flexibility forﬁygziqus_térms,
~-and:-international- harmonization.. :

3. Extensionof patent term -

29




Iin the following, first the above:items 1 and 2.

are briefly explained, and then the extension of

i patent’term is discussed in’full  detail.

T,

60

1L

" Qverviéw ‘of Amendment: for the Laws . - =
‘Improvement ‘on- the multi-claim system .

The ‘réquireiient ‘has: been expanded -for:inter-

relations between a plurality of inventions

“‘that’ ‘can’ be ' filed with one application: .-

" (Amended Patent ‘Law, Article 37).. The .

requirements for writing claims have been

revised so that the same invention can be

nirecited int two vor’ more’ claimsivand -in various

expressions. This enables an applicant: to

freely recite his invention {Amended Patent

‘Lawy “Article 36 Paragraphs 4-and :5). Thus,
' the ‘scope of ‘an -invention “in Japan -that ‘can

‘be included ‘in“one application‘becomes same

as that of an application for the United
States or an EPC application. According to

those amendments, the patentability is judged'




“‘in‘the examination on:a - claim’to claim basis.

“The filing of an appéakﬁfor”invaliditygand.

its withdrawal, as well as abandonment of

patent Tight can be .performed for .ach. claim

(ameénded Patent Law, Article: 123 Paragraph 1,

‘Articlé 155 Paragraph 3, :and -Article185).

Provision of flexibility for various terms,

" It has beén’extended:to "within: one year

and international “harmonization: ..

Extension of deadlineifor filing*a cer-—

tificate of priority (Amended Patent Law,

GiArtiéle 43 Paragraphi2): iiocan s

e T

and“four months-from the:prioritydate"

. Frof” the previous: "within three:months

" from thé-application date.™

Extension of deadline for raising an

opposition to a patent (Same, Article 55)

It has been extended to "within three

months from the publication date"™ from
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82

'5:theupreviOUS'Fwithin;twq‘months from . .the

“# publication date." ..

V-AbolitiOnfofgthe,term'fo; excluding - ..

'Efoceigﬂfpublication‘in an-appeal:for:

fiﬁinvalidityQ&Deletiqn;ofqPrevﬁqus-Rétent

Law, Article 124)

Withdrawal jof .reservation based.on PCT,

Article 62 Paragraph 2 {a) (Article 184-4

of ~the’ same law) i

The deadline. for filing a translation of

PCT application in a foreign language

‘where-Japan-is~the.selected country has
“beeh:extended to "within-two.years and

vesizxemonths: from® the:priority. date? from

the previous-"within:one.year and. eight

months from the priority date.”




| III. Patent Term Extension.System

" 1. Details of patent term extension system

(1) Background of amendment

It has become significant from arocund 1975

thatywin-some,indust;ial1fields;suchpas med-

icines,ythemcolLectipn;andgexamination of
uadata;teﬂd«td&takexa.lohgwperibd_gfatime to

“obtain: approval: and permission based. on

" governmental: regulations: for securing
- safety. . Thus, it has been significant to

a  case where; :even:if a. patent- right is

;-already: too: short, - Such: a-:situation means

that the period of enjoying the advantages
of exclusive ownership of a patent right is
ufsho:tenedy=1It.is&;he;situatipngt0 endanger

i; the- foundation of the. patent.system that

:-accepts: enjoyment. of advantages.through ex-

‘¢lusive. ownership:.of . a: right.in:compensation

£ "disclostire of s A Thventio:
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(2}

the patent term extensivn ‘system ‘has been

introduced.

Overview of the system

Extendable patent

7 The/ 'subject  extension isia patent right of a
“ patented invention’:that ‘cannot. ‘be: im-
“‘pléhentedvarvtwo4orfmofe*yéar91because,

= before ‘implementing:it, it ‘must undertake a

disposition’ such- as''approvalior the like

“'prescribed bya law in the purpose’ for
" securing ‘safety that is prescsibed by a

7Wgoverhmehtalfbrdinatektb take” as‘considerable

period. of »time” to properly:perfotm it in

i view- of its  objectives and procedure:

i (Amended Patent Law,: Article 67 Paragraph

ERECH T T

Tyl m D i ey

<At present; it’is planned to"specify* human

‘“rmedicines’ and drugs (those approved under

" the provision of Article 14 ‘of* the® Drugs,

v Cosmetics’ and’ Medical Instruments Act) by a

64

" govétnmental”
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by o /Period of. extension. ¢ v

An ekEenSidh”ﬁf two to five years will be
| : ' _ “approved:for the period for which the imple-

‘mentation of the patented invention is

‘prevented by the governmental regulation.

";c;ﬁ Qq§1i§ication for application~ =

A patentee of a patent right that cannot be
implemented.for ‘two or more years by the
governmehtal regulation can apply for a

'{5regist:ati¢n of extension (Article 67-3

,;}Paragraphul Subparagraph 5). 1In case where

" such pateﬁt right is shared, all of the

Coowners shall apply for it (Article 67-2

Paragfaph_;). The applicant for such

Hjﬁgegiétrafidﬁ“df é3ﬁéﬁéi6h must further

undertake the disposition of Article 67

undertake tﬁe.dfépdéltiﬁﬁikAfézble 67-3

Paragraph 1 SubparagrapH” §q

85




d. oOutline of procedure for registration of extension

Registration
of patent

A
H
1

3
% (251_0_:":@9{6 . years)

Date of dispositicn
(§6 33

(W:.thln a period speci-
fied by a govern-
mental ordinate}*

i
______ eeieiiiisanan..|?pplication for regis- I A,
+ tration of extension
t
(6 orrmore monthsk: := o h o : (Patent term assumed to
. o hHave been extended)
AL

Expiration of term of " Publication of
the patent right i the application
(E67- (1} (D), A

Examinats
an gXaminer

Not:l.ce of
rejection

Filing of
an arqgument

Decision of
rejection

- Allowance . Of regz_strata.on
“'of ‘extension

Appeal against deci-
‘sion of rejection

: Reglstrat:.on (2 -.5.
of ‘extension years)

Pu.bllcat:.on 2% the reqlstratlon
for extension

Tokyo High
Court

'

Supreme
Court

gpeal for invalidation of

e regzstrat:.on of . extens:l.on
Tckye Highl|:-:
.

' | Suprema
Court

* The period is eépécied to be 90 days or 3 months.
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o €e: Grounds . for .rejection (Article 6773

spParagraph L) isooeooon o

(1) in cases where the dispositions

~8pecified. by:the; governmental:ordinate

is-not: deemed. to be necessary. in

v implementing.the patented;invention.

SyPL

.'542)belﬂf?ﬁsgﬁwbgf?fpﬁﬁaﬂtﬁﬁsitEKC;¥51V9

‘ r,licensees or non-exclusive:;licensees

z~-have;not . undertaken;the dispositions

specified:by:the governmental.ordinate.

(3) In cases where the period:for:which the
patented invention cannot be imple-
“hrenne mented-isgless.than.two.years.:

Py

{4) 1In cases where.the term-for.which the.
extension is sought exceeds the period
for which the:patented.invention cannot

be implemented.

+w (3)2:In-cases where:the.applicant-is not the

-~ patentee. ;..
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o If: the'éxaminer¢annot” find ‘grounds for
Ll ghall-be ‘registered (Article 67-3 Paragraph
‘rvgion- of " term shall: be’registéred {Paragraph

151¢11@ed 1A' the* patént publication (Paragraph

oyl ofthes same article)iiTivan

7 idecision of réjection.caLT

(6)7 ‘In cases where the application is‘not

<L reéjection; he must:decide that the extension

13 of " the 'same article)’>and shall be in-

[ Appeal L

.Article 121 may be lodged against the

“-Effect :of "the'patent right

=ghall not’be*expanded to:‘attivities other

filed in cooperation, ‘if’the*patent

right is shared.

2). Once such decision is made, the exten4

Af’appeal against’the’deéision according to

The effect of the patent right extended

than the implementatiorn~of “the specific




‘~invention for. the product subject to the

dispositions prescribed'by the. governmental

ordinate that is the ground of the regist-

-~ = rationiof extension {if the disposition

- prescribes a :specific.use for a .product, the

-+ product. for: the use). (Article 68-2).

Appeal for invalidity of: the;registration of

- extension: of-term: .

A third party disagreeable to the registra-
appeal for ‘invalidity..of the registration of

extension (Article 125-2). The ground for

coecinvalidity is anysioneqof: (1), (2)40 (4) -~ (6)

- of i the: grounds: .of: Tejection,. but.-.does not
‘iinclude‘C&).;;In,casegg;deciSion-;o make the
'{%registfation of: extension invalid. is

~finalized, the: extension of the .term under
zo;thel ‘registration is: considered: not to have

' ‘been: made.-from the beginning. . However, if
iuwitgis:maﬂe»invalid‘onathe:grpundsuthat the
extended ‘period .exceeds :the period for which

w-the patented:-invention .could not be imple-

mented, the extension shall be& ¢sfisigered

- 11 =
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“not tio’’be extended: during the .exceeding

0 operiodl’

““In~addition, in ‘case;:eveniafter the patent
“L.right has ‘been extended, thére: is:no mistake

. in‘the registration of’ extension itself, but

there are grounds for invalidity in the

< patentability of.theroriginal patent right,

a normal appeal Toridinvalidity:{Article 123)

‘must be lodged.

-~ Réstoration-of term in’ the: technical field

“:other: than medicines and drugsg o

! Phé' current ‘amendment ‘of the: law prescribes

“=:that the ‘dispositions to which' the re-

storation applies. shall be specified by a

i igdvernmental ‘ordinate. i Therefore,: if
- ‘:'erosion of ‘a' patent: term is'also .recognized

%7 inthe £ield other ‘than: the medicines (for

v iaxampley: dgriculturali-chemicals):«4h a degree

“similar tothat: in' ‘the: medicines,’ and the

- restoration ‘of term ‘is judded.toibe effec—

‘give,: similar: specificationsi willibe given.

- 12 = -




2. “Comparison between:Japan--and the-United States

lowing tables show the difference in this

':teﬁ;bgtﬁeen Japan and the United States.

Table. Differences in legislation on the patent term extension
.between Japan and the, United states . . .. e

{1} -Extendable patent

“gapan R : The United States

31 atlon, requlres the
t...,unélertak:l.ng of dlSpOSltlonsi
“gspecified by the govern-— ‘
mental ordinate (at present, . 1L,
approval for manufacturing - e regulatory ‘teview period
.0f human medicines.and ;... | . .. .under Federal Food Drug. and
“drugs’ accordlng = Artiecle | = “Cosmetig, Act

w;and Medlcal Instruments

(ii) A regulatory review period

“patent “because~itis sub-
ject to the. above dls—'
positions,

(A period less than two
years for which the inven-
tion is not implemented is
not subject to the
extension.)

.14 of the Drugs, CoSmetlcs ? : commerC1a1 ‘marketing or use;

_which. cannot be . 2 : not exceeding six months is

" for two. or. more;.years after not subject to the term
the reglstratlon'of ‘the ; extension., : :

E 1 _13 _

[




Japan - The United States

(iii) The patentfféff(l);éboﬁé”? {iii) “only ofie patent can be
may be plural. . S Nﬁextended for one regulatory
T o B B review period.

{The applicant shall make
the selection.)

(2) Period in which the extension can be applied, examinifg agency,
and extension period

. Japan . . . ‘ The United States

. i) The application must be . | (i) The appllcatlon must be .-
S . filed within, a. perlod* s - .filed within 60'days after
specified by a’ ‘governmental’ .. 7 the"date of approval, but
’(ordlnate after approval 0 yj.before the explratlon date

f h"'patent.1

' _‘later than’ six months before ﬁ_“ f f"T
".”qxplratlon of the patent. E

f;ﬂTheiPatent Offlce Lerforms
'gthe examlnatlon. §

FDA pe,‘form the

:{{iii) The extension term shall [fiii) " Maximum extension . period
' be two to: five yvears. o is five years, and total of
L : . . _ .the term of the patent right
”_jremalnlng after” ‘approval”and
. ““the'extended term cannot
'_Wexceed 14 years.

%* The period is expected to be 90 days or'fﬁieélmbﬁtﬁé{m:_

: -j-,..14 -

72




j (3) Scope of the extended patent right

it is strongly restricted by the details of the approval in
either case, but there might be slight difference between that of

Japan and”the:United:States:depending:on practice.:

i; e A bares o Gen et bl PRy CeLE At e,
(4) .Appeal by a third party
Japan |  The United States
An appeal for ‘invalidation of:the {i:(i):~A petition may be submitted.
registration of extension may be te determine failure in due
lodged. R AR widiligencen: s
(ii) An interested person may
request an informal hearing.

~ 15
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3. Observation

The patent termwektensionﬁsystemﬁisﬁ?igﬁﬁeafﬁ'i‘;

to cover patents for me61C1nes ang drugs for

the time being. Under such c1rcumstances,'”

m”.'6159051t10ns by a ‘law according to thé

i drugs as prescrlbed 1n the Drugs, Cos— -

_1et1ca anu uedlca ns 'ments nct.

_In_the following, precautions in utilizing
the system are described by exemplifying a

patent for medicines or drugs:

- {i) The subject of the application for the

. registration of extension is the patent
rights for products approved on or after_
October 1, 1987, if the period prescribed by

the governmental ordinate is three months.

(ii) Because this system intends to compensate
for the period for which the patented

invention cannot be implemented to obtain

— 16~

74

em means the approval of human medlcines _




~. the.approval, the extension of term is not.

--applied to.a case vhere it cannot be

.+implemented for a.reason independent from

(iii)

(iv)

the approval, such as application for

listing on the price standard for medicines.

In case the person rec¢eiving the approval is

not the patentee but a non-exclusive

_licensee, because the non-exclusive licensee
"is required to be registered until the

allowance is issued, it is recommended that

at least the registration of a non-exclusive

"license be filed at the time when the

registration of extension is applied for.

The effect of the extended patent right is
expanded only to products and uses_approved,
but the term for the entire patent right is
not extended. Therefore, in the case of a

patent that recites a plurality of products

uses, it should be. considered that the

registration of extension may be applied to

each product and use that has been approved.

- 17 - T

75




(v)"

In case the extended patent dontains un-

necessary claims, any of those claims 'may be

““‘waived when paying the annual fee f£or the

76

extended period.
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IV. Material :=

Abstracts sof: the New Bild::-- .1

- [Multi=Claim Systeml.== =nl 0 woimivens

Article 36, ParagrapthAiandAS;are:aménded'as

follows:

"4. “iThe Section of Claim ‘prescribed in Paragraph
2 Subparagraph 4 must conformto: thei:”

following subparagraphs:

{i) ©'An ‘invention whosg patent: is:being
. sought’ is the ‘one: that is 'set forth in
*“:the5Detailed‘De§criptibh of: the: i

“-Invention.in

(ii) It is divided into ‘items::(hereinafter

referred to as "a claim” or "claims")
7:that:IeCitenbnlyémaﬁters*indispehSable

ikin“bbnétitutingkthé:inventiohs whoée

:*pdtentfiSWbeing'sougﬁtm*

. LAWCENTER LIBRARY
""" CONCORD, NH.
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{(iii) ‘It is further set forth as prescribed ::

in the Ordinate of the Ministry of

International: Trade:-and:.Industry.

5. The provision in the preceding Paragraph: . ..’

does not preclude a case where an invention

s ‘recited in plural :claims." s

Article 38 is deleted, Article 37 is changed to

Article: 38, and:the:following: Article: is: added &~

after Article 36+ 0. tuw

"Article 37. A patent for more than one in-
ventions may:-be applied::for.with .one ::
-application in:a case where they.are one
inventidhi(hereipaﬁﬁer%xeﬁgfred.tonas
"specific invention") and:other -invention or
inventions that has the following relations

'w;ﬁithwtheispﬁgifiCHinVthiQni;ﬁu; .

Cdafdde AN cinvention: of .which the -industrial

. £ieldisof utilization :and kthe. 'subject to
be solvediare the.same as those of the

specific invention.

78
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(dii)

o okdd): « An inventdion. of which .the industrial
.-field; of .utilization jand .the major

- portions. of -matters .indispensable to

its constitution are the same as those

of the specific invention. . ..1 t..ie01

T

Where. the ispecific -invention. relates to:

a product, an invention of a methed for

wproducing: .the Prodhgﬁnran>inigntiqn of =

«w a-method .for .using the ‘product, -an: in~

uaaventippfOfuatmethgﬂuip;,hand;ingﬁihe

o sproduct,: an invention of; a. machine, an
:-apparatus,..equipment,;.or;a, device.for

.. producing: the. product,. an dnvention of

;@ product: solely: utilizing specific

MHEPLQPELties;of;themproﬁyctr:on¢an;inveh7

xmign;oﬁug‘productrbandlingathelprpauct.

“(ivL»¢WheLe§;he:§pe9ificyinw9ntiqn:reiatgs to

sor @ Methody, an-dnvention: of: a: machine, an

. apparatus, eqguipment,. .or: a device :

- directly used: in.embodying. the. inven-

tion of the method.

- 21 -~
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-fyy - ‘Any othier’ invertion having relations to

v+ 'the ‘specific invention ‘that are pre-

2l géribed by “a ‘governmental ‘ordinate.

{Patent Term Extension]

The ‘following paragraph is -added to Article 67:

"3

‘rhe’ ‘term of a patent right may 'be extended

- for '@ period ‘not ‘éxceeding ‘five 'years by

+filing an ‘application’ for registration of

patent ‘term ‘extensiony if the paténted in-

©i yention cannot be ‘implemented foriat least

‘two ‘years ‘because of: the necessity: for
‘undertaking an-administrative-disposition

~*'guch* as' an'-approval; etc.” that-‘is’ provided

“'by''a law existing for the protection of

80

public health and safety, and if this dis-

pOSitibh”ES'preSCribed by ‘a‘'governmental

.‘ordinate- to be one that ‘requires-a:con-

siderably long peribd of time to:perform

" because’ of its objectives; procedures, etc.”

- 22 -




The following three:Articles :are:.added-after

Article 67.

" (Registration::of Patent. Term:Extension}: .- a7

-Artic1e367—2u‘A»perSOn:deSiring#to.apply-forfaﬁ

“:registration. ofi-patent: right extension shall
submit an application to:ithe: Chief: of the
Patent Office setting forth the following

items: oo oo

(1) The name: :and-the address or residence:
-t ofv the: applicant:andy+in the; case of.a
. legal person,. the name: of:dts 1o . i

representative !

" (ii) . The patent:number:

(iii). :The térm:of; the’ektension being:sought
(limited to a period of two or more

:.years-but.not:exceeding fivesyears)

(iv): Details:of  thezadministrative:disposi=

tion prescribed by the governmental

- 23 -
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*ordiﬁatewandrreferred*tovin'Paragraph”Bvdﬁ

of the preceding article

The application’referredi!to' -in the:preceding::’

Paragraph shall he accompanied by materials

setting ‘forth the:grounds for:-the: extension,: :4

Lashprescribed: by Ordinate::of the: Ministry: of

InterhatiOnalﬁTrade;andsIndustryg-“r

The appiication for the reéistration ofusi
patent term extension shall be filed within
avpefibdvdecidedsbywa'gove;nmental<ordinate
from the:date when:the:admihistrative: dis-
position prescribed: by the:governmental
ordinate referred to.in-Paragraph%Bﬁof the
precéding article is'enfOrced, but not after
the date éix months pridfato%the&expiration?
date of the patent right, as provided in
Paragraphs-1 and:2:of: the: preceding:drticlel’
In the:case: of a;patent@right:underﬂjoint
ownership, no application for the registra-

tion;of  patent: term: extension: shall:be filed

- 24 -




unless it..dis filed jointly by all .of the

; 7 LJoint OWRerS. . .. - fiawcoooes

5. When an application for the registration of
pétent term extension is filed, the term
ﬁhalkﬁbsﬁdeemﬁéaextendg§r,expeptzﬁopﬁa“caﬁg
where, a decision of rejection. of: the .
applicaion becomes final.and conclusiye, or

L T P - AP B S At

6. . When an application for patent term exten-
sion is:filed,.the. items listed in each
subparagraph, of . Paragraph.1. shall-be,

published on the patent publications. ..

Article 67-3:,The examiner.shall make.a decision;
-that.an applicatien for the registration of
-Patent.term.extension.is.to:be;rejected if
it £alls under any one of the following

subparagraphs:, ;-

(i) The administrative disposition pre-

scribed by the governmental ordinate

- 25 -
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#.referred to in 'Article 67, Paragraph 3

. is not recognized as having been essen-—

tial in implementing the patented

““invention.

(ii) :

The patentee, an exclusive’ licehsee®or

a registered’non-exclusive licenseé of

““the patent Tright has hot been subject®

-~ to ‘the administrative disposition pre=

(iii)

(iv)

scribed in' the governmental ordinate

referred to in Article 67, Paragraph 3.

“'The period for which the patented ="

invention cannot be impleménteéd does” "

not exceed’ two years:

The petiod of the éxténsion being =

“sought exceeds the period for which’the

()

patented®invention cannot be implemented.

The applicant is not the relevant: ™"

patentee,

- 26 -




(vi) The application fails.to meet the re-. .,
- quirements prescribed in Paragraph 4 of

the preceding article.

Where the examiner finds no grounds for re—
jecting-an application. for,the registration

of the.patent term.extension,.he must.make a

decision to the effect that the extension of

the term shall be registered.:. ... . .«

~ When;the decision of .the preceding paragraph. .. .

is.made, the extension of the:patent.term .

shall:be registered. .. . [ .. oo fap o

Upon registration-under.the preceding.para-
graph, the following items shall be pub- '

lishgd;on;the:patentfpgblicétion;h B

(i} The name .and;the.address or.residence . ..~
of the applicant and, in the case of a

.-legal -person, the name-of its repre- - . ...

.- sentative: ..

(ii).:The:patent . -number

- 27 -




(iii)" The date when'the registrationis IV

‘dntered’ :
{iv) The term extended

{v)~““Details 6f the alministrativé-disposi=
“tion" préseribéd “by “thHe *governmental

‘ordinatd’ teférred to in“Articl8767,7 "

Paragraph- 37"

Articl& 67-4" The provisions as préscribed’in=
Paragraph” 1 of Article-47y%dnd Articles 48,
50 and 63 shall be applied’to’thé eXamina=>

tion of the application for the registration

of ‘patent térmiexténsiony i inen

ieese et

The following article is added after ‘Articie 68.

" (Effects of“a’ tetm-extended patent “right)”

- Article 68-2% The patent’right whosé tersihas

been extended (including that*whose térm is
_deemed to have been extended under the pro-

vision of Article 67-2% 'Paragraphi5)+shalli:

86
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not- effect ‘any:activity: other: than: the
implementation: of the:patented: invention in
connection:with: the:prodnct: subject: . to the
administ;étive disposition prescribed by the
governmental:ordinate referred to: iniArticle

-”767} Paragrapha3ﬁlin}¢ase:auSPE§iﬁi¢iuse for
the product;iSQGefined-iﬁ}thehdisposition,
the product;to,béﬁused;forfthatuusejaﬂ

YR T Thee o2t
R A R

'The following article is:added: after:Article 125.

P oniu ek W s ooy i S el i

"(Appeal:for invalidation registration-of:patent

term extension}s

Article 125-2:.Where-theiregistration:of.patent::;
| " term extensibn;fallsmunderhanyﬁonemofsthe
fbllowing items,-an:appeal may:be:lodged for
i_n.\_zal idation:of :theregistrationi; v
(i) The registration of patentatefm::
extension has beéen entered for an

mmapplicationmﬁorqaﬂcase:whefe;theﬁ

administrative disposition:prescribed

bygthe:gq#ernmentalaordinatégreﬂerred

- 29 - RV
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to! invArticle: 67, Paragraph 3.1s not

©récognizediias’ having been:essential in

i)

=impléméntingﬂtheﬂpaténtédFinventionrwr

The registration of patent:term:. . :;

i extension’ has been entered" for: an:

o+ application: for aicasefwhereftheja S

i the! patent’right’has. not” been subjectui =il

~:préscribed:in.the governmental ordinate:: ' "

{idiid«>

patentee;ian eixclusive’ licensee or a’!

registered non-exclusive licensee of

to the administrative disposition

referred to in Article 67, Paragraph«3. i sc

The registration of patent term-

‘extension has:been énterediforvan o

“.application for:a“case.where the /="

extended’ period:exceeds the period for

.which the patented invention cannot be

(iv)

implemented. i

The?regiStration#ofdpatentrtefm¢ex-

‘tension has been entered forian s

:-application:for-a:case where the

““applicant i not the relevant patentee.

- 30 -




~Av): . The registration of patent term

;. extension has been entered for an
-application .for a case Where the
application fails to meet th?ﬁ???w
quirements preséribed in Paragraph 4 of

Article 67-2.

The provisions of Paragraphs 2 and 3 of

Article 123 shall be applied to the lodging

of the appeal according to thé breceding

paragraph.

Where a decision of an appeal to the effect
that a registration of patent term extension
is to be invalidated has become final and
conclusive, the patent term extension by the
registration shall be deemed never to have
existed. However, where the registration of
patent right extension falls under Paragraph

1, Subparagraph 3, and a decision of an.

appeal to the effect that the registration

- of patent term extension for an excess

period exceeding the period for which the

patented invention cannot be implemented

- 31 -
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is to ‘be "invalidated has become “final ‘and
conclusive, ‘the patent “right ‘'shall be deemed

never to have been eéxtended ‘for ‘the excess

- 32 -
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) Mm_reference avallable as of its conventlon prlorlty date rather than

BEST MODE: DO WE NEED IT9

S

:”Roger L May*_uE::f

lQLLQQQQLLQQ.;E;;

Internatlonal ;harmonization:of:- patent laws: has -become. a;
common: topiciof:discussion:in lntellectualapropertyw61rcles!; Atfa-
time:.when:the.world economy:is drawing ever closer and.. -1 5 iianuy
international trade is becoming:ingreasingly. 1nterdependent the;
need for harmonization of all laws relating to intellectual

‘property; including patents,; is:indeed: .compelling..: - Forithis

reason;issues relating.to-harmonization have:been and:are: being-:
discussed at:meetings of-numerous organizations 1nc1ud1ng, :toiname

. but.ia few, =WIPO;: AIPEIr,IPO,MBIPADanthhe American:Bar:nas Doaniac

Assocratlon;;;Dlscussionvis occuring:as iwell ingether forums:such:
as the:ztri-lateral;conferences betweehwthewEuroﬁean;fUnited;States
and :Japanese Patent Offices:and: as:ia:part-of ‘the.current:round of:
GATT talks.:./Infeach:of ;these:forums it 'has;been pointed.out ons:}
numerousoccasions that-the:-sine gqua non of.international-ixi. o
harmonization~of:patent 1aws;iSrf1exibilityjhyaaliuparticipant5ch;
No country can expect to retain all provisions of its laws.

Rather, each must expect to make compromises, perhaps at the

significant’y ﬂ:hlﬁlllnterests, 1 1

(\?';").? )

*Associate Counsel, Office of the General Counsel}”Ford Motor

- Company. This paper does not necessarlly reflect the V1ews of

Ford Motor Company.

1. See 35 U.S.C. §§iblﬂﬁiﬁz;ﬁibé defining’ patentable subject
matter. '
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as of its domestic fiiing daéézu (b) maklng such "gsaecret prior
art® available to defeat no%éity, but not for obviousness
_determinations3 (c) modlflcatlon of appllcatlon confidentiality
.provisions4 to allow. publlcatlon 18 months from the priority
Qate?ﬁ(d)fchan91nguthe term of ‘a patent:from the currentil7 vears
from date—offiSSue§Vto .20 yearsffrom filing“{e) changingithe ~su7o
‘prefiling grace period;’ (f) requiring ' mandatory: reexam1nat10n,aaﬁd
(g)" pr0v1d1ng ‘for 'deferred examination. o il R S '

“8ti1ll another suggested change-to U.8. ¥Taw, which has’ i
drawn-much+less attention, but which:may prove of muchigreater: =

significance) is-a proposal-to-:eliminatethe requirement that the

' patent specification set forth: the:bést mode: contemplated-by the:
inventor, -at the 'time of ‘filing of 'the application, forscarrying’
out:his“inventionﬁﬁ*:The:purposerof-thisﬂpaperﬁis“tofcdnSiderff
the wisdom: of ‘eliminating this best 'moderequirement. ~To putthis
issue into 'proper perspective we will consider:(a):the disclosure
requirements ofsU.8. lawy (b) the basis for and the policy«uoran

considerations underlying these-disclosure reguirements;7cn "o o

2. ThlS change would overrule the hold1ng of the C C P A
In _re Hilmer, 359 F.2d 859, 149 USPQ 480 (1966), that )
35°U:8:C. 119 has' no- effect upon the useful reference dates of:
U.S. patents based upon convention priority f111ng. The C.C.P. A.ﬁ
stated that 35 U.S.C. 115 does not operate to give a first forelgn
filed convention application the same effect as filing a U.S.
applzcat;gq_for all. oses,. but. that the.effect. of the. statute
to practie¢e«inithe U:8. in- relationship to' any: 1nterven1ng actsh:
‘which would affect the novelty of the invention in the U.S5.. ... ...
“According to Hilmer the effective reference date under T

35 U.SiC. 102(e): of suchiia patent’claiming  foreign priority wolld’

be. the domestlc filing date. - The. proposed. change would presumably
expand the scope of 35 U.SB.C. 119 to 1nc1ude at least
35 UL8VCL 102(e) con51derat10ns. o :

3 35 Ulsl C.w102(e) prior. art is. presently avallable PR
obviousness determinations under 35 U.S.C. 103. S .

i 4. Beer 35. U ei‘S-Cs o122,

5. 'see 35 U.S.C. 154.

_..6.  See.35 U.S.C: 112 First.Paragraph.




(c)'factors-distingulshing¢best;mode;from;enablement'requirements
of U.~S.:law-and ‘the development of .case law.with.respect thereto;
(dy:disclosurerrequirements of other countries; (e). the. impact.of
U.S. best mode ‘requirements.upon-patent applications filed in. ..
foreign-countries:not requiring disclosure of -the best mode; and.
(f) thearelationship;ofﬂtheﬁbestimodeaproposa1 to-other: ..

harmonization proposals.

The:disclosure: requlred of A 1nventor under u. S law_is
set: forthidn the first: paragraph of: 35 U,8:C.: 112 which. reads:. . .

The spec1f1catlon shall contaln a wr1tten .
déescription: of the 1nvent10n, and of “the manner:
:and process: of making -and.using it,- in.such: ful}l,
. clear, conc1se,_and exact terms as to enable any
“person skilled in theart to which it pertains;”
~or, witht which: it! is: most: nearly: connected;,: to.
. make and use the same, and shall set forth the
“ best mode contemplated by the’ 1nventor of ¢
'ftarrylng out: his dnwvention." ./

This paragraph of:the U.8.: patent :statute: 1ncludes two. - o :
requirements,  The ‘£irst,: referred to as “enablement"i,requlres a
description in such "full, clearr_concise,gand;exact:termSaasth
enable any person skilled in the art ... to make and use [the
invention]" “-The*second*requirementwisrthat the ;specification set
forth the best mode contemplated by the 1nventor of carryrng out
his 1nvent10n.:2f”"' e S o

' /iBasis For :and -Policy Considerations Behind
Discldsﬁre#Réquirements ofrU.s-~Law_ e

. ‘Artlcle I, Sect1on.8 iClause 8 offthe U.S. Constitution
grants Congress | the power “to ‘promote: the Progress of Scrence and

useful Arts, by securrng for 11m1ted t1me to. Authors and Inventors
the exclusrve nght to the1r respect1ve Wr1t1ngs and Dlscover1es.
Congress, acting on this authority, has enacted laws granting to
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inventors for limited times thé rightito. exclude ‘others from-
5mak1ng, u§ing; ‘and selling their new:and: useful ‘invention in.
réturn forthe disclésure-of the ‘invention and: eventual dedlcatlon
of the 1nvent10n~tOWthe~publlcdupon-explratlonAofsthewpatent
term. 7+8 18748 in FUlfillmént of this=bargain*that*the*inventori
must comply’ ‘with the enabléement’ and ‘best mode: requlrements
discussed above. R :

Policy considerations behind the disclosure regquirements
of U.S. law wefe summarized: succinctly by Judde:Giles S. Rich in
In re Nelsong. In Nelson, Judge Rich lists three objectives or
public advantagés fulfilled: by the d@isclosure requirements of the
first paragraph of 357UL8.C.7 112,74811: of which’ have’ their: origins
in the bargain Wthh a J.s. patent represents between the inventor
and the publlc.T Becausefthe law grants the patentee an exclusive
rlght, w1th' pproprlate remedles of" 1n]unct10n or; damages for

'1nfr1ngement of‘:hat right, the law demands that the 1nvent10n be

described so that' ‘every: person Skl’led 1n the art may,.by

examining the spec1£1cat10n;i 7
be able to distinguish what may be A 1nfr1ngement, (2) have the

advantage of complete knowledge of the invention after expiration
of the patent, ‘and’ (3)! have :the advantagerfatheHaddition.to-the‘
“technlcal literature:immediately upon issuance of the patent ...

w1thout wa1t1ng for-its: explratlon.a“- T :

'“édedgefRich-summarizesdthe3patenﬁ=5ystemwas:

ae.dan 1ncent1ve system calculated to do two_
things, principally. First, it stimulates

5::50(1923); Scott
USPQ 193(1945)

B _ TY . of'the best mode
_"requlrement in U. S Patent Law See Anderegg, “The "Bést’ Mode
*Requ1rement QF P35 ULSCY 112“’ 6 APLA Q F 2190 (1978)'~:

'ff_é;w 280 F 2d 172,_125 USPQ 242 (c c P A. 1960)
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work,. research, development, invention, and
dlscove A mheldlng out “the. prospect of
profit, "8§écond, in exchange for and as a’

fa{condltlon of . the.patent protectlon, it _secures..

follows:

‘the invention is to put‘those ‘skilled i

~a full disclosire of the invention. Promotion
ogfthe usefularts takes placedthrough thev: - lu: ¢
~:. combination.of these.two factors, the doing of = .
Vwork and thg d1sglosure of the results thereof;”"

As a. corollary, there 1sfthe matter of L
private, puhllcatlon of the results’ of researchg
which in turn.ferti 1lzes and’ 3351sts furth‘
research. (empha51s in orlglnal)l0

art in possession of sufficient knowledge to
enable them, to, practlce the 1nvent10n._ Qne
bR ¢ pne

ﬂrhere alwaysfex1sts,‘”“'. _
of some people,za selflsh desire to obtaln;
patent protectlon without making a full

,x,dlsclosure, which the law, in, the public

interest, must guard’ agalnst. "Hence, §112

irigalls for description insfull, clear, concise,
.and. exaet, terms’' and the. .'best mode'

requlrement does not permlt an 1nventor to

- t:seconc’i best embodlment retalnlng the best f0r - :ww_..
“himself.1l" o e

9.
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“Best Mode Dlstlngulshed From Enablement
And Develonment Of Law Wlth Respect Thereto

The above dlscu551°n 1n In re Nelson makes 1t clear that
Judge Rich v1ewed the enablement and best mode requlrements of the
first paragraph of USC 112 to be separate and dlstlnct.f He further
defined the dlfference between ‘the two requlrements in the decision

In re Gazlz:

The essence of [the enablement requirement] is
that a spec1flcat10n shall disclose’an” :
1nvent10n in such a manner as- w111 enable one
skilled in the: art to make and utilize 1t. :
Separate and distinct’ from [enablement]  is®[the
.. best mode requirement], the essence of which
“‘requires” the inventor to disclose the best mode
wwcontemplated by him,:as of the:time.he. executes: - .. ...
the application, of carrying out his invention.
Manifestly, the sole purpose of thig latter
requirement is to restrain inventors from
applying. for patents while at the same tlme o
concealing from the: publlc preferred '3 o
embodiments of th 1r inventlons Wthh they have
in fact conce1ved . L : :

... the quest‘on of whether an’ 1nventor has or’

’ ( feels. is his’ best :
n separate and e
€ n of tha' suff1c1encz
of his dlsclosure to. satlsfy the’ requlrements ;
of [enablement]"(e_pha51s 1n or1g1na1) -

It is 1ndeed approprlate that the most recent pronouncement

on the status of dlsclosure requlrements under U S Patent Law has
been made by Judge Rlch, some 27 years after hls dec151on in In re
Nelson. The. dec1s1on, rendered August 17, 1987 1s Spectra— Physics,

14 -

" Ing. v Coherent; Tnc. ‘In Spectrak Ph151c Judge R1ch agaln

12. 308 F.2d 769, 135 USPQ 311 (CCPA 1962)

13, 1d4. at 772; 315.

14. Spectra Physics, Inc., v. Coherent, Inc., slip opinioen,
..decided Rugust 17, 1987 (Fed. Cir.). R
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summarizes the law. w1th respect, to, dlSClOSUIE and . clearly T
dlstlngulshe5~enab1ement from:.best mode. In. addre551ng the apparent
c¢onfusion: of .the district.court.as to. the dlstlnctlon between::,
enablement and best. mode requlrements of 35 USC 112, Judge RlCh “
zoffers a tutorial on best mode. First, he P01nts out that
~enabhlement deals: with.placing the subject matter of the. clalms
generally  in- the posse551on of the. publlc,‘but enablement 15 to be
Gistinguished from: the disclosure:requirement placed upon the:;mn y
aappllgantplf;heﬂdevelopsbspe01£19,anstnumentailtleepo;,teohnlgpes_:p
which are recognized-at. the. time of.filing as. the best . wWay. of_;, -
carrying out the. invention...-Any such, ;nst;umentallt1es or. j
:teehniques :relate; to the best mode requirement. and requzre a.

disclosuresof -such information to. the. publlc.l?

T, As a second 1tem, '

Judge Rich points out. that non-enablement. is the fallure to. dlsclose
any mode16 7
" particular embodiment or method for making the invention. He states

and does not depend on the applicant advocatlng a

L aiwia where only an. alternatlve embodlment 15,».m.m
" enabled, the disclosure of the best mode may be
inadeguate. But that is a question separate .. ..
.and distinct from the question whether the
-_ﬁspec1f1cat10n enabled on€ - to ‘make - the" lnventlon
“rat all, "In re. ‘Gay; 309 F 2d at 772, SR N
135 USPQ at - 315 fo . i

Thlrdly, Judge R1ch p01nts out that because the best mode pr0v151ons
of §112 speak 1n terms of the best model“contemplated by ‘the ~
,1nventor":there 1s no objectlve standard by Wthh to: ]udge the
adequacy of the best mode dlsclosure., Instead only eV1dence of

"concealment,", whether accidental or 1ntentlona1 is?

. U157 See’ F1ick Reedy Corp. V. Hydro-ihLine Mfg.. Co., 351 F 24
_.WWSAQJ L1486 USPQ 694 (7th Cir, 1965), cert. denied, 383 U S. 958 [uvi
”(1966), and Union Carbide ‘Corp. v, Borg Warner Corp., 550 B 2d 355
193 USPQ/ (6th Cir. 1977). Lo . o o

16. In re Glass, 492 F.2d 1228, 181 USPQ 31 (CCPA 1974).
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—gx"
con51dered. 177 ”é&”holding’that“"coneealment“ may be either o
1ntent10nal or unlntentlonal, the Court ‘put to rest’ speculat1on that
it would overrule In re’ Sherwood “in- favor’ of" the logic of’ 2nd-
and 3rd C1rcu1t oplnlons requlrlng spe01f1c intent-to conceal 19
”’ﬁuage“kiEh flirthér notés that the specificity. of disclosure
required to comply with the best mode requirement must: be determined
by the knowledge of facts w1th1n the posse551on "of the inventor at.
""" .20 - 5411 further, he points -
out that it is not ‘up to the courts to' decide! how an-inventor should
"disclose the best mode, “but” whethér he® has ‘done 5o adequately under.
the statute‘lfirecognlzlng ‘of ‘churse’ that ‘even though’ there may:be-.
a general reference to the ‘Best ‘mode in the disclosure, the quallty:

22

of ‘the disclosurse may be BO poor as kol effectlvely result 1n
concealment. ce SR : CoiERL Tor e AN

Thus, as of today, per Spectra-Physics v. Coherent, the .

" best mode requrrement_oﬁ’ﬁ”s Law is" allve and we11 ,‘¢learly

, 17. See De-George wv..Bernier,. 768 F.28 1318, 226 USPQ 758
(Fed. Cir. 1985); and In-re Sherwood; 613 F,2d 809, 204 USPQ 537
(CCPA 1980), cert., denied, 450 U.S. 994 (1981) p

lB. Sugra, note 16.

19 See Benger Laborator1es,_Ltd v.\R K Laros Co., 209
F. Supp. 639, 135 'USPQ 11 (E.D. Pa 1962) aff’'d 317 F.2d°455,
137 USPQ 693::(3rd Cir+.-1963):and-Carter-Wallace, Inc.. v« Rlverton
Laboratories, Inc., 433 F.2d 1034, 167 USPQ 656 (2d Cir. 1970), and
Gholz, "Bést Mode- Intent “to Conceal““ JPOS Vol 65, ‘No.* 8, p: 436"
(August, 1983)= S R AR Pl : p LT R IPT

20. United States Dept. of Energy v. Daugherty, 687 F.2d 438,
446, 215 USPQ 4,; 11 (CCPA 1982). :

21 iwWeiliv. Fritz;:601.F.2d 551, 555, 202 USPQ- 447,450 (CCPA

1979) %

22, In re Sherwood, suﬁra.
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,distinguishabla~fromethe enablement - requirement-and.not only grounds
for“denial-ofissuance of a-patent,-but.-.also grounds for.

invalidation.of.a patent;g3'~m

-iComparison To.-Diselosure-
Rggu1remgnt§ Of Other Cguntgles

-The patent laws of most:of the major 1ndustrlallzed .
countries ¢f:the world: and ofra:number=ofnemerg;ng.countrles3go,pot_
'requirefthat‘thepinventorJor:applicantadisclose the' best mode.of .. .
practicing the ihﬁentionyr:Rather;wthe‘diéclosuxe_reguixements-gﬁwy
.most5COuntries:are Timited to’a: requirement: that: the-disclosure
eﬁablejarPErson?Skilledfin~the~a:t:to practiceatheginvantian;,“This

~rather significant difference between U.S. law and the: laws of. other

industrialized countries, of course, provides the impetus for the

proposed change in U.S. 1aw.24

23, For other cases holdlng a patent 1nva11d~because o B
inventor's failure-to disclose the best .mode,  see Dale; Electronlcs,
Inc. v. R.C.L. ‘Electronics, -Inc., 488 F.2d 382, 180 USEQ‘ZZS (1t
Cir., 1973); TransaWorld-DisplayﬁCorp._vu Mechtronics.. Corp., 437 F.
Supp. 692, 195 USPQ 588 (S.D.N.¥. :1977); -Indiana -General . Corp..v.
Krystinel Corp.,#297 F. Supp. 427, 161 USPQ 82 (S.D.N.¥. . 1969); .
aff'd, 421 F.2d 1023, 164 USPQ 321 (2d :Cir.), cert.. denied, 398 U.S.
928, 165 USPQ 609; Engelhard Indus., Inc. v. Sel-Rex Corp., 253 F.
Supp. 832,149 :USPQ ~607(D.N.J. :1966)(summary judgment granted);
Arbrook Inc. v. American: Hospital Supply Corpw, <202 USEQ 676 (N.D.
Tex. 1977); Reynolds Metals Co., v. Acorn Building Components, Inc
548 F.2d°155, 1192 USBQ: 737 (6th Cir,-1977); Westwood Chem. Inc. V.
Dow Corning:Corp;;slBQ@USEQ;649:CE.D_ Mich. 1975); .Union Carblde
Corp. v. Borg-Warner-Corp., 550 F.24 .355;. 193 USPQ 1. (6th Cir.
1977); :Flick-Reedy:Corp. v. Hydro- ~Line Mfg .Co., 241 .F. Supp.. 127
144 USPQ. 566, modified 'on other. grounds, 351 .F.24. 546 146 USPQ 694
(7th;Cir;),-c t. denied, 383 :U.S:.958, 148 USPQ 771 (1970),
Celestron Pac¢ific v, Criterion:Mfg.:-Cos, 461_F -Supp.. 603£Wm
12 (D.iCdnn 1978)(a1ternate holdlng) 7 E s el e

US?Q

24. Other reasons for Suggestlng e 1m1nat10n.are also,-«
advanced, but it is this author's opinion that thley are secondary to
the underlying view of the proponents of change that since U.8. law
iz different than the laws of other countries, it should be changed
merely to conform. See Wegner, "Patent Law Simplification and the
Geneva Patent Convention", 14 AIPLA Q.J. 154, 192 whereln it is
stated that:
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"The European-Patent ‘Convention (EPC) ‘essentially adopted:::
German law regarding disclosure’requirements. ‘Accordingly, the:EPC:
includes enablement Article 83 which requitesnthat the application:::
disclose the invention in a manner sufficiently clear and complete
‘for it to be carried out by a person skilled in the art, but
contains no best mode requlrement ‘However; in the event that the
application spec1f1es that ‘certain advantageous results can be
obtained from the inventiony but doesg:not disclose:the.means by
which such advantages are to’be realized, it is conceivable: that-the
application could be rejected, or:the. granted European:Patent ;i o
revokedﬁonﬂthelgrbundstof*insufficient“disclosureuz§f UKfl@Wfpriorrg
- to 1977 tegquired that the applicant: set-forth the best:mode known- -

for practicing/the invention,: Changes necessitated by adherence:to.

*theﬂEPC;Anoweverqfresulted-infa'deletionmofuthat-requirementazs.

A major United States contribution to the patent
world's supply of unique requirements is the "best
~mode contemplated” provision in Section 112. This
SRR subjective ‘requirement that is difficult to. .
ﬁdetermlne “in’ ex parte‘proceeding and: usually: serves
S s ta pltfall in litigation, becomlng ‘a-technical .
'trap to 1nva11date patents Nelther Japan nor:. any

_ fresembllng the Unlted ‘States subjectlve requlrement
R ffor a best mode contemplated ;

:25. See Allam,'"Chemlcal Patent Practlce at the European
. Patent Offlce.;.13 AIPLA Q J., 19, 21 (1985)

26, Sectlon 4(3)(b) ‘of ‘the" Br1t1sh Patent Act of 1949
required - that the -beést method of - performlng ‘the ‘invention: be o
included in‘ the* descrlptlon.m It*is still.grotnds ‘for- revocatlon‘up
- of patents granted under the 1949-Act:that the best methodidf . ’
performlng ‘the’ 1nvent10n is not. described, :The.Patents Aét: of -
1977 requlres only that the Specificstion dlsclose the: 1nvent10n:
in‘a manner which'is clear enough and completé enough for the:
invention to be performed by a skilled person: [Section 14.(3)]1.
'WWSee Burn51de, "Chemlcal Patent Practice in Great Brltaln, 13 AIPLA
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-Japanese law, :likewise,-does not require disclosure. of the
beet.mode. .The relevant .provision, §36(3). of: the Japanese Patent. . .
Law, provides that "the invention must be explained:in such aaﬁ@“ﬂ@?
that it may-.easily be carried out by a person having ordinary skill
in;the art to which the invention pertains”.,  As lohg.asLan.operahle

(easily carried out) example is.given,: the reguirements of, §36 (3)
~are met.: It is interesting to note, however, that in the.

regulations promulgated by the Japanese Patent Office under the
Patent Law, note l4(b) includes a.statement that. "the. appl1cant

-should give as many examples as p0551ble of those which he considers

to bring about the best results and, where necessary, shOuld

describe the facts on the ba51s_0f concrete numerlcal values Such

notes, however, are understood as only belng a recommendatlon which

need not bhe adhered to.

~ The new Patent Law of the Peoples Repub11c of China.also

requlres only enablement of the 1nvent10n27 as does the‘patent’law_"

of Korea 28

Impact of g. S Best Mode Regu1rements‘

on Patrents Filed In Foreiqn Countrles -
- Not_ Requiring Best Mode S

To the extent that ‘an’ appllcant flllng 'a patent appl1cat10n
in a country other than the United States has no intention of filing
that same application in the United States, the U.S. best mode

27. Article 26 of the Patent Law of the People's Republic of
China adopted in 1984 provides, in pertinent part, that

The description shall set forth the 1nvent10n
or utility model in a manner sufficiently
.. clear and complete: so as:to -énable a person.
...5killed in the evant fleldrof technol
'carry it out e R e e

28. The Korean Patent Law (amended Novemher, 1982) provrdes
in Article 8, paragraph (3} that "a detailed explanation -of the -
invention .., shall state the purpose, constitution and effect of
theinvention in such & manner that it may be easily carried out .
by a person possessing ordinary skill in the art to which the - i+ -
invention pertains.”
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Sy Stemy —as- prevrously mentlonedw
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requirement obviously will have no effect on the manner. in which
the appiicationiis drafted.’ If the applicant;‘on the other hand;":
intends to file in the United States and to’ obtain the benefit of
the: foreign priority date under 35 U.S.C: 119; it will be "
necessary to include in the application when filed in the foreign
country, a disclosure of the best mode known ‘to the inventor at ' =
.the time the-application-is“filed:*~35'U.S;CL“119-provides that: -

An application for a patent for an invention:
.filed in this: country by any. person who has ...
filed an appllcatlon for a patent for the same
" invention in a: foreign country .:i;, shall have:
-the. same effect as the. same appllcatlon would.
"have if filed in this. country on the date on .
which  the application’ for patent for the same: "
invention was first filed in such forelgn
country, ...

Wh11e §119 makes no reference to compllance w1th §112 of the U.s.
statute, it Has been héld that in order for an appllcant to clalm ’
priority under §119, ‘the priority document must disclose the”' o
invention in the manner provided by the first paragraph of

35 U.s.c. 112,27
foreign country w1shes to protect an 1nvent10n 1n the United States
by filing in the U.S. and ‘relyihg on 1ts forelgn prlorlty date under
§119 of the U.S.. statute, U.S. Llawirmposeswa.deﬁfacto_best,mode_
requirement on the application filed in the foreign country. .

Thus, to the extent that an appllcant in a

Relationship To Other.Harmonization Pronoaais

First—to—Filer

The proposal to change U S Patent law to a flrst to- f11e

raised a number of concerns. These concerns relate in many

290 See ‘Kawai V. Met1e51cs, 480 F. 2d 880, 178 USPQ 158_§ccpA
1973). SR PR R o
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cases ‘to the quality of disclosure which would be obtained. under : .

-such a ‘system. ~ A number*of.commentatorshhave.POiﬁteduto the .

present quality! of foreign applications:as an eéxample of a

distinct-difference between ‘the results obtained under a first:to .

flle gystem and those :of a first to-invent: system such-as the U.S.
system, 30 Concern about the quality of disclosure in a U.S.

patent ‘raises: issues about the fulfillment of the bargain between
the inventor~andﬁthqu.S;‘publicykwhichHas~previouslyjdiscussed1~¢

is @ cornerstone ‘of the U.S: Patent ‘System. -

‘Implementation of ‘the: proposed harmonization amendment -to

eliminate “the best mode requirement of U.S.:Law: is subiect. to the:

same-criticism-ag  that levied :against the:first to file proposal:-
In fact; elimination of the best mode requirement, ‘even more.than.

the.firStétoefileapropOsalymwouldaresult:inﬁafdiminution'of;thegm,

gquality of the disclosures in U.S.:patents: =Such.ian amendment
would countenance the withholding of a best mode in favor of a
mode of practicing the invention which is less desirable (of
course, thls assumes. that the enablement requlrement may be met
without: dlSClOSlng the best mode——a 51tuat10n Wthh would occur
frequently) G At St bimesd miorn e Doen P

In. the absence of a requlrement to dlsclose the best
mode, in fact, patent attorneys and~ agents throughout the world
would be remiss if. they d1d not counsel thelr c11ents to Wlthhold
the best mode and_to‘hold 1t as:a,tradeﬁsecret.to the extent.that

30. E.g., remarks entitled "Should we change:the:U:§,

Patent System?" by Donald W.  Banner,. "Patent Laws-Harmonization --
Should the U.S. Adopt a:Firstito-File System" by Ralph C.: . .-
Medhurst, and "First-to=File;:Mandatoriy-ReexXamination,:and :i:
Mandatory 'Exceptlonal Clrcumstance'-i Ideas'For Better? Or:v

] e »)s -all;delivered at
"The John Marshall.Law~School Center for Intellectua
on June 9, 1987.
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this 'is possiblée, Such -a proposal: would be an anathema to those.

who seek to fulfill. the philosophy behind: the U.S.. Patent system.

The end result would. be that ‘the U.S. public would be “short ... .
changed” in that it -would not receive a disclosure of some of the
most: valuable 'information for which it had bargained.s;;;-'u-v

In reality, it would not.bh1y~be the U.S.. public which ;. -
would be denied, but also the world public, for, as mentioned -

above, while many foreign countries.havé not required ‘a-best mode:

disclosure, the requirement in U.S. law has acted to create a de
factoibestimode requirement with respect to the more-:significant
inventions filed ‘initially in foreign . countries. ~This is because
applicante_of'such significant7inventionS“areﬂloathe'tOuignore:the
significanteUnited States market.. Accordingly, the best mode has -
been disclosed in the;past.by-those~practitioﬂers~1earnedziniU.S.;
law and ‘the:public has benefited. L

31, For a discussion of antitrust 1mp11cat10ns of
elimination of the best mode requirement,; see Carlson, "“The Best:
Mode Disclosure Requirement In Patent Practice”,. 60 JPOS 171
(1978) wherein it is stated at pp. 176-178 that: SR

. There is an apparent conflict between the
publlc policy objective of” free competition in the’
..marketplace, on the one hand, and. the objective of-

. .protecting the proprietary 1nterests of the .
“‘inventor, on the other.  The antitrust laws such aS'
7..the Sherman Act 'and the:’Clayton Act, and - :

supplements to the antitrust laws such as the

Federal Trade Comm1551on Act, apparently promote

the former objective, whereas the patent statutes
“are-seemingly directed toward: the latter. 2bsent ::
-"best modey. . such:a dichotomy.would operakte in- full

force. That is, the:.inventor couldisecure-

statutory patent protection’ by means of:a: -

second- rate public- disclosure-in: the’ patent,

nting:othérs: from:practicing-the -

B T

“elassin caserof~having one' s cakeand: wwres

eating 1t too.
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~Finally, "even assuming the 'U.S. Adopted a first-to-file:
system; ‘it would not be necessary.or desirable to-eliminate: the o
best modegrequirement;ﬁfThat'requirementTCOuld be’ present ors %7
absent with either system. Elimination of best mode in either
case, however, would have a profound impact on the quality of U.S.
patents and seriously impact. the ability of the patent- statute to
fulfill the Constitutional mandate "to promote the Progress of

Science. and-useful Arts”"32

Unity of“Inventiéon-~

Japanese applicants. have; in»thé-past;“eXpressed concern:
about. the “best mode" requirement of U.S. law in viewiof the:
. specificity with which indigenous Japanese applications are often
'writtenﬂin order'to-meetlthe“preferred'Jépanese standard:of ' a
single invention in a~$ingle-applicati0nr The concern is that in:
view. of the best mode requirement. and restrictions in the U.S. on
the addition:of-new matter;.it becomes difficult for the Japanese’
.applicant to ‘combinerthe disclosures of these "single “inventions®
to support ‘aimore generic and comprehensive:multiple-priority U.S.

Appllcatlon.;3

‘While unity of invention requirements under .
current  Japanese law are perhaps more restrictive than those under

U.S.and Eurcpean patent practice;, the proposal made at WIPO ..

32. It may be argued by some that if a first-to-file system
is adopted, patent appllcat1ons will be filed, prlor to development
of the most significant or commercial embodiments of the
invention, thus making the best mode:requirement’ less meaningful.
The best which can.be said forxr this, argument is that it points out
a possible weakness in the first-to-file system. It cdan hardly
justify inviting an-inventor to withhold the best mode which he
contemplates at. the t1me of filing. e

33. AIPLA Bulletin, Mar.- Apr., 1984, p.123. ke
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harmonization meetings to adopt-unity of:invention. concepts
similar-to, if.  not somewhat:broader than; the PCT rules would:::-
appear.to eliminate the-disparity;betwgentthewpractices;3414g S

‘Conclusion

The best mode requirement of thé-first paragraph,ofﬂ-.::;
35 USC 112 is central to the bargain between the American public
and the inventor under U.S. patent law. As discussed.herein,. this
_bargain between the public and the inventor has a rich heritage;
it is-a bargain that provides a benefit:to the public-in that it
avoids- "concealment?” by the inventor of the best.way of practicing
his invention:: U.S. law has developed.to jealously:guard the' ..::
entitlement of the publicato_a,completeﬂdisélosuregand.to'obviatE{
as. Judge Rich:so aptly put it in In re Nelson, the "selfish desire
to-obtain patent protection without making a full disclosure”.
Modification: of U.S. law to eliminate the:best mode' requirement:::
would, therefore, cut.at the heart. of the basis for U.S. patent: .
laW'in-thatxit-wpuldnmaké-it,acceptable for. the inventor to. :.:
~withhold--from the public: that to which it-is-rightfﬁliy~entit1ed;i
-Surely,- the United: States should not: be.asked to emulate foreign:
practlce at. .the.expense.of: its ba51c.va1ues. “Mr. Robert_Rlnes,

President of Franklin Pierce Law Center, expressed this point well
when he said:

" While we currently w1tness efforts to -
: harmonlze and- even: unlfy ba51c ob]ectlves and
N practlces of our world soc1et1es 1n many facets
" of human conduct - for: such noble PuUrposes . as '
strengthening understandlng and communlcatlon,

35. See Takada et al., "Some Views on Harmonization of
—~Patent Laws", presented at the 17th International Congress of
PIPA, Kanazawa, Japan, November 5-7, 1986,
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and “simplifying:internationaliintercourse, ‘theifact
remains that individual cultures do have legitimate
‘values that are historically, emotionally and
convictionally part of their birthright and very being,
and that should not necessarily be: sacrlflced for the

goals of 1nternat10nal unlformlty.36

- United . States wvalues and culture aside, however, it iS“a
fact that it would be not only the Amerlcan publlc Wthh would '

" lose by an ellmlnatlon of the best ﬂodefrequ1rement, but S0 too

aw has

the public 1n forelgn countrles._ As mentloned above, " U, S‘h‘
_for some time had a 51gn1f1cant bearlng on the disclosures made by
Foreign applicants when they have concern regarding coverage in
the U.S. To remove the requirement for disclosure of the best
mode would reduce the quality of patents everywhere, resulting“ip

_ many patents with disclosures of "second best or 1esser modes“ and
oild mot

a concomltant prollferatlon of trade secrets whlch w

otherwise: exlst

Thus, we must answer the questlon‘"Best mode
1t°“ w1th | resoundlng YES':‘ We all need 1t U S law should not
be changed: ‘In: fact harmon1zat10n suggests that a: change is in:
order elsewhere. EPC law should revert to the old BrltlSh Law and
should .mot” follow the German: approach Japanese regulatlon-'

Note l4(b) suggestlng dlsclosure of the best mode should be the

law, not merely a recommendatlon

36, 28 IDEA - Number 1, at page 5.
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: .GRACE .PERIOD: JAPANESE PATENT LAW SECTION 30 ©::

Presented at .PIPA .18th-Congress. -
Japanese Group, Commlttee No l
Subcommittee No,3

HIROSHI KOISHIRAWA -+ ‘DENKI KAGAKU KOGYO KABUSHIKI KAISHA

ITIRAU. TSURUMAKI . ... . TOYO SODA MANUFACTURING -CO,, LTD.

TAKASHI SAWAI _ © T NIPPON TELEGRAPH AND TELEPHONE RS
Che T CORPORATION 0 L

_BAKIO OKUMURA - FUJI PHOTO FILM. CO., LTD

'3Speaker.' KENICHI OSONOE 0k1 Electrlc Industry Co.,.Ltd. Y

ABSTRACT o

Sectlon 30 of the Japanese patent Law sets forth an exceptlonalH
relief for an inventor, This relief is to prevent, in case of -
early disclosure of an invention under specific circumstances,:
the dlsadvantage of losing novelty of the invention by
providing the inventor with a grace perlod for later filing of
v-a patent” appllcatlon ‘on .the invention,  :Because:-of. its nature
_of exceptlonal legal arrangements, thls provision is applicable .
“to very llmlted ‘cases where statutory requlrements ‘are dquly
satisfied; - The applicant has:a burden of proof that ithe ‘patent
‘fappllcatlon is due under this provision, Section 30 .
‘specifically provides requirements for admissible applications
. and procedures-for.proof. The Japanese Patent Office poses, ;. ..
however, a strlct attltude 1n applylng the beneflt of thlS o ]
prOV1810n - L

I, INTRODUCTION

The issue of the grace period is one of the agenda at the
WIPO and the AIPPI as well as the trilaterel conferences

between European, United States and Japanese Patent Offices in.

view of international harmonization of the patent system..

In Japan, the Grace Period'is'impliEdiY‘broviaéd far in~

Section 30 of the Patent Law as an exception to Section 29 (1).
Section 29 (1) provides that no patent shall be granted on an
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invention which has:lost novelty prior:torsfiling:of the patent:

. application directed to the invention,
~ This Section 30 intends in nature-.to.exceptionally.relieve

an-inventor “whose -invention has lost novelty under certain . :u;

circumstances. The purpose of legislation of Section 30:is+

different from that of 35USClb2 {b} which provides a statutory
| bar under which the right to obtainwaupatent is deprived of.

It may. be d1fflcult to grasp meanlngs of Sect1on 30 by 51mp1e
,compar1son w1th 102 (b)

. Thls pape.,lntroduces the;latest apanese patent pract1ce:
.for the grace perlod w1th1n the meanlngs of Sectlon 30 by
referring to some COurt and Board dec131ons

II. PURPOSE OF LEGISLATION OF.SECTION-30

In pr1nc1ple,.no patent shall be granted on an 1nvent1on t
- due to lack of novelty when 1t has been publlcly known or used
in Japan, ‘or disclosed in a publlcatlon distributed 1n any
countrles, prlor to flllng of . the patent appllcatlon.__,_”
(See Sec. 29 (1))

Under certain circumstances, however, strict application
of this pr1nc1ple would become too .harsh for .an 1nventor .and
contradlct the purport of the Patent Law whlch 1s to contr1bute
to develoPment of 1ndustry._

In Japan, for this reaeon; an inventlon which falls into
Sectlon 29 (1) by dlsclosure to the publlc 15 dealt w1th as if

the 1nvent10n had not lost the novelty when the dlsclosure .
Uesatlsfles

ome...Sp; : 2 nand when antpatentﬁhkﬂwui
appllcatlon dlrected to the 1nventlon is fleld w1tmn a.

prescrlbed perlod from the date of dlsclosure.:

LIt 1s belleved that thls leglslatlon 1s to balance

1nterests between 1nventors and the public,
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IIT. 'PUBLIC DISCLOSURE-SUBJECT TOQ. SECTION: 30: .-

The public disclosure subject to Section 30 of the Patent
Liaw 'is limited to those resulting from the following acts of a
person. having ‘the right to obtain’a patent (herelnafter refered
to as an Inventor). i sLRmomur BV

‘A. .iTo’conduct an experiment  “ioo o

Cfpe v experlment".referred 't in thls sectlon 1s llmlted to
one for confirming the technical effects of a completed '
1nvent10n Those 1ntended for advert1sement and sale of the
: product for whlch an 1nventlon is embodled not "fall” under the ‘

'category of the experlment“ in thls Sectlon 1)‘7

1) Board decision No. 46-3646, Feb.17,1976.

B. To disclose in a publication:

The publlcatlon referred to 1n this Sectlon includes
reproductlons (1nclud1ng coples) of documents draw1ngs,"l
photOgraphs and the llke whlch are prepared for dlsclosure.

Further “‘the “dlsclosure" referred to in thlS Sectlon:
means the act of disclosure with an affirmative 1ntent10n by ‘an

Inventor.

To discliose an 1nvent10n in the off1c1al publlcatlon'”w
1ssued by ‘domestic or forelgn Patent Offlces does not £all ‘
tinder the category of the "disclosure"™ in “this Section because:
of'laok of the affirmative intention, '

Although, in’ the past practlce ‘of the Patent 0ff1ce,:theﬁf
“invention ‘disclosed in the offial publlcatlon issued by aup -
RO Y ETGH pateht”ﬂfflce had bee"‘” & “subject “£0 thl'MSectlon
that practlce was changed by a dec151on of the Board of Appeals
of the Patent Office on" August 8 1974 " gince then, the U
Japanese Patent Offlce has been malntalnlng the present '

practlce,'whlch has also belng afflrmed by the Tokyo ngh Court
3.
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* Accordingly, -any person-can not:obtain:a-patent:right on
an invention:after the.invention:has.been'made: publlc by
i domestlc Or. forelgn :Patent:0ffices.

Date of Publications-ito which thls
decision gection was deemed not

Decision No.
e Do AR S R T ; F R S Nl L T S appllc.ab le

2) Board of Appeal 00
No. 44-1138 Aug. 8,1974 U.S.P. No.3,195,353
Neo., 46-4762 Feb, 22,1979 U.S5, P NO 3 328 795 I
No. 54-4123 Alug. 2 1980 W. German Lald-open patent
L Noi 49-5351 0T @ vf“Apfg“ilffgjg W GEFRan patent
T T TSR ¥ RS VR SN *Publlcatlon No 1245689

.3}_T6kyo_High.CoaftuﬁﬂmHﬁ,:Aﬁh
1981 (Gyoike) No.227 " ‘Jun. 22,1982 U.8.P. No. 3,602,625
1984(Gyo—ké) No.285. May 29,1986 Japanesa Laid- open patent

e Dt s et g G0 S ped TGS Vi on No!l V50— 142558,:
Dutch Laid-open" patent
+Publication No. . 7504653;
:sW, -German :Laid—-open patent
S soaegstoarpin ol &:;; e iopubkication ‘No, 2419970
1986 (Gyo-ke) No.107 .. Jun,. 30,1987 U.S.P. No,. 3,843,050

C. To make presentatlon 1n wrltlng at a study meetlng held by
. a de51gnated sc1ent1f1c organlzatlon.ﬁ::{

o -Limited to those designated by the Director-General -

.. 0f.the Patent Office.  In. ca; f-disclosingcan -

invention in Japan, it is desirable to confirm
.. whether or not: the organization: is so -designated.
.. (Board .decision ; No. :55710761; Nov.. 12,1985 1.
h,TO;receiveisuch;des&gnation,gafscieﬁtific éw;:arn5f"

.organization is requested .to:file ‘an:application:to:;:
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the Patent Office in accordancé with Section 19 of
the Patentlaw Enforcement ‘Rules.: (As of 'June 20,
1987, a total of 246 ‘organizations were designatéd®as
such.,} ' '

AR B :.‘z'Study meetlng. .

‘ Organlzed or coorganlzed by a de51gnated 501ent1flc

organlzatlons for the purpose of maklng presentatlon“

of the results of researches.

3. Presentatlon-‘

rlelted to those made on the bases of documents
'Thesevdcgumentsﬂmayﬁq§:manqscrlpts themselves (e.g.,
::_slideéhiwallgharts etc.) but they must include
,ﬂdéécriptidns bf;matters_(givenhin,claims)
indispensable for the conStituents,oﬁ,thezinvention.
{Board decision No. 426320 ,-Feb, .13, 1973}

D;;',Tq havetth§ming§qt;éﬁ_méde'pdblié against the will of the
. Inventor: . . . ...

. :The term"will":referred to in this section is deemed as
-the will of the Inventor that the invention should not . be made
- public until ‘the patent ‘application regarding the invention is

filed. 'In‘an event the invention:is made public against ‘the
will, ~the applicant can-enjoy the benefitof this Section;

“The ' acts agalnst the w1ll are exampllfled w1th those'
accompanied by a threat spylng ‘or fraud. Such acts would also
fall into the same category as the dlsclosure of an 1nvent10n
to the public WlthOut perm1551on ‘of the Inventor by a third
person being under an obllgatlon ‘to the 'Inventor to- keep the
.mesecrecy of the 1nvent10n. L . i i

As: to.whether or not ‘thissection shuld:be applied to the
case whereintan’ihvention'igﬂmadé publici‘due:to ‘an inadvertence
of the applicant,’ the Tokyo<High:court held that"itis not
appropriate to conclude “that ‘the ‘careless act does not
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constitute the act against the will "(1966 (Gyorke) No. 175
(Apr. 26,1972)). Further the Court held that "although the
failure to call special attention must bare blame being hasty,
it can not immediately_pe saidﬁ,on“the ground that the act was
not done against therwill of . . . {1980 (Gyo ke) No. 160
(Oct., 28,1981)). In either of the above cases, the court
accepts the application of this Section in the case in

question.

However there were Board deC151ons Ay that denined the
'"appllcatlon which was

appllcation of thlS Sectlon to’ the'paien
made n"bhc ﬂte to carelessness. on the ground that the proof
of the will that the invention must not ‘have been made public

is 1nsnff1c1ent.

Furthef,'ﬁnbiio'diSCIoEﬁre'of.an inéentionﬁin the official
publlcatlon 1ssued by domestlc on forelgn patent Offices does
not fall within the meanlngs of "to be made publlc against the
will of the Inventor". °) .

4) - Board decision Nos, 41- 4241 (Nov 30,1978):7
46-1840 (Apr.6,1974) and 48-3265 (Jan. 10, 1980)

5) _Board decision No. 47-5206 (Jul.27 1977)

T u.s.e. 3, 250, 571 - .
" Tokyo High Court 1967 (Gyo—ke) No 7 _(":r_»io'v'_’.lz‘li,‘19_6_‘7:')'_3't '

B, To make an exhlblt
1. Exhlbltlons held in Japan

(1) Exhibitions held by the Government (government -
or local public entities);
fﬂimitedftoithoSe-organizea*or coorganized : {but
=% riot“including -assistance) by the Government, %

{2y -Exhibitions held: by organlzatlons other than’ the’

' Government: R : 3 E T
L1m1ted to those de51gnated by ‘the direckor—
general of the patent Office. Clldpiiy Tl
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R

T Feceive such de51gnat10n, ‘a person who' holds*J
“an exhibition ‘is requested to file an « - ‘

;5appllcatlon to’ the Patent Office in accordance'*
“with“Sesction 22 bis’ of the Patent Taw -0
’“Enforcement Rules g : B

2. ‘Exhibitions held outside Japan = -

(1) An international exhibition held in the teritef§‘
. of member countrles o _the Parls Convention by
_:iglts government or a person authorlzed thereby.‘
'“e'Stlpulated 1n compllance w1th Sectlon ll of theu
B Parls Conventlon., ' )

(2) .An international exhibition held Eﬁ"é’Eé}iEoiy
_other than member countrles to the Parls“_ﬂ

_”  Conventlon._._ ‘ S
4; lelted to- those de51gnated by the Dlrector—"”ﬁ
General of the Patent Offlce ‘

IV. GRACE .PQER}IOﬁ -

The grace perlod from the date on whlch the 1nvent10n
first fell under the Sectlon 29 (1), to the date of flllng the
patent appllcatlon must be w1th1n 6 months ) '

The passage reading "the date on whieh"tﬁe:inveﬁtion”first
fell under. . "is construed to'be the date on'which the
invention has been made public.

:.In an event an -invention was disclosed: by document, which
was distributed to:public. as a preliminary paper. for a study
“WWmeetingfpriorWtowmaking“presentation“atfthewstudy¢meeting7“thet”“Wﬁ@fffﬁ“
grace.period:-is reckoned from the date .of distribution of the
document, 6) Where an invention was publicly disclosed several
times, -the grace period is reckoned from the date of the first_

public disclosure 7).
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JFurther, the passage reading ."the date of filing of the
patent appllcatlon" means .the date on whlch .the patent . s
application was .filed with the Japanese Patent Offlce, even . .

prlorlty Ain accordance w1th Sectlon 4 cf -the parls Conventlon.

The Section 4B of the Paris connention ptonides that the"
‘Ratent .application filed .in ithe seqond country.shall not be
invalidated due to any acts accomplished during the petiodrgﬁ,,
the conventlonal priority. . The. publlc dlsclosure of an_ . .
1nvent10n prlor to filing date 1n the, flrst country 1s not the
acts .accomplished during the above mentloned perlod

Therefore, the date .of flllng An second country,. i, e. Japan, 1s
dee@edﬁas?fthe_ttllng_datg,of_the,patent appr;cat;on_ﬁrefetnedz

~to in this Section.

Acgordingly, ;it should be noted that where the invention -
is publicly disclosed before the date of the conventional ... .
prlorlty, thls sectlon 1s not applled unless a patent
appllcatlon regardlng the invention is flled w1th the Japanese
Patent Office within 6 months from‘the date of dlsclosure of
the invention irrespective of whether or not the patent :
appllcatlon is made by clalmlng the conventlonal prlorlty.
When the 1nvent10n 1s publlcly dlSClOSed durlng the perlod from
the date “of f111ng in the flrst country to that 1n the second :
country, the appllcatlon of th1s Sectlon is not necessary since

the novelty of the lnventlon ‘has not been lcst due to the

effect of the prlorlty rlght 6)"' S '

| *65 'i Board decision No. 43- 2427 (Apr. i”ié?d)"'"r‘”'

o 7y Boazd dec151on No' 40—5423 (May 7 1970)
- Board dec1510n No 56 2240 (Apr 10 1935)

V. PRESCRIBED PROCEDURES
In order,toﬂenj0yathé-bénefit"chSubsedtiOn (1) or {3y of
this:Sect'iof; ‘the following procedures mist 'be ‘taken ip: i 7

accordance with in Subsection (4)-of this:sSection, ..
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“'In ¢ase of "the'pdbl{c‘ﬁﬁsciosnre adainSt‘tﬁe wifl”*H
provided for 1n subsection {2y of this Sectlon, different-
procedures may’ ‘be ‘taken because it 1s considered that there ate
many cases wheré thé Inventor has no knowledge of the fact of’
the public 'disclosuré of ‘the ‘invention at theé time of*filingl”"
the patent application relating to the invention,

‘There was an aPpeal de01510n 8)'whichﬁheld'that‘"where“the

Inventor neglected to ‘tak'e the procedures while he knew of -

ought to have known ‘the publlc dlsc105ure of ‘the'’ 1nvent10n"the
application made ‘by such" person 'should not be’ remedled ag o

.falllng within the category of the "public disclosure™. Tt is”
considered deslrable ‘for one to take the procedures of tha.s"""":E
Section as soon ‘as he comes to know that the 1nvent10n ‘has" been
publicly disclosed. SR I

1. ertten statement requestlng the appllcatlon of thls'

Sectlon.

_ The above statement shall be flled together w1th the':fi f
patent appllcatlon elther under separate cover or in the -
reguest form for patent appllcatlon. - 7

At the time of f111ng a conversron applrcatlon from a';fhh
patent appllcatlon to a utlllty model appllcatlon (Sectlon 8 of
_the Utlllty Model Law) or v1ce versa the wrltten statement
must be re- submltted 9 Thls 1s because the conver51on '
appllcatlon is deemed be 1ndependent of the orlglnal ‘
application and thus, the effects of procedures taken for the..
original appllcatlon are not transferred to the new conver51on
appllcatlon Further in the case of a d1v151onal application,
it is also necessary to submlt the same statement at the time
of f111ng of the d1v151onal appllcatlon for the same reasons,

2. Certificate

A certificate which proves that the provisions of

Subsection (1) or (3).of this Section.are applicable to the
invention, must be submitted within 30 :days ;0)‘from_the date
of f£iling the patent .application.
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P. 10
:+The aboveé.certificate must be a written»evidence~l;)3
sufficient-to convince the. examiner that this Section is,
appllcable to -the:public disclosure of . the invention and that
the disclosure was made within 6 months prior. to the-dateupﬁn,
filing the application (See the Manual of Patent Examining :
Procedure 10.32A). Although- the form of the .certificate is not
specified it must be clearly prepared . in accordance :with the
- MPEP. (See-10,33A-37A),. - ..

¢ :Among. items of the certificate,:.one that requires the-
utmost care- is that the public disclosure of the claimed
invention:;has to be proved by supporting evidences, . In an
event_such;proof is insufficient;'the application of this
Section. is not allowed. 12)_;_

Further, where the invention is publicly disclosed by a
plurality of times;: it is necessary: to take procedures for all
of the disclosures. When such disclosures are in close and
inseparable relationships with one another (for example, the -
.relatlonshlp between a presentatlon and its documentatlon at a
study meetlng) and a certlflcate of the flrst publlc dlsclosure
-~ is submltted the subm1551on of certlflcates concernlng the;d
second dlsclosure and downward may be omltted (See the MPEP
10.383)

Under the Law rev1sed in 1985,‘1n case of an 1nternat10nal
‘patent appllcatlon 1n a forelgn language flled 1n compllance f
w1th PCT, the wrltten statement and certlflcate may be - ,
submltted w1th1n 30 days after a lapse of the perlod durlng j.
”whlch a translatlon of the patent appllcatlon 1s requlred to-be
:submltted (18 months from the date of prlorlty),'or after the
date of flllng a request for examlnatlon durlng that. perlod

(Sectlon 184 unde01es-bls of patent Law), o

Under the old law, an 1nternat10nal patent appllcatlon was
dealt with in the same manner as a domestlc patent application
and thus the appllcatlon of thls Sectlon was, practlcally
dlfflcult Upon the amendment of the rules of PCT (Rule 51 blS
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P. 11

of PCTj:at the genetal meeting of PCT in 1984, this ‘Section was
established. “As a result, it is'considered that the'- ;
application’of: this Section t& an internationalipatent ="/ i
application’ has"become eased. Bt R e

© '8) ‘'Board decision Noi 41-4241 L 477 (NOVE30,1978)
79) " Tokyo 'High Court, 1978 (Gyo-ke) No.130" (May'20,1980)
Tokyo High Court, 1980 (Gyo-ke) No,105 (Jan.22,1981)

10) Board decision No. 44-1988 {0ct.15,1975)

11) “Board decisien Noi 44-2690-" - ' i (Now:3051973)

12)"-Board decision No, 42-6320°° = ... i (Febil3,1973)

S50 Board decision No.744-1988° ¢:7 0 . - (Octi15,1975)
Board decision No. 45-4540. ©i% . | i (Mar.15,1974)

13) Board decision No. 49-1835 hEmelle UYAprL11,1979)

VI; °THE IMPORTANT POINT IN:APPLYING THIS SECTION = -
A.ﬂﬁ-DiséloSer

7 ) Thls Sectlon admlts exceptlons to the lack of novelty of
“an lnventlon only where the dlscloser of the 1nvent10n is a o
person havlng the rlght to obtaln a patent or a pe on who

dlsclosed the invention agalnst the ‘will of such person

: ~ In the patent Offlce Practlce, the dlscloser is deemed to
“be prlnclpally ldentlcal with the appllcant or 1nventor
OthéWlse, the appllcant 15 requlred to prove,"w1th a .
certlflcate, that "the dlscloser had the rlght to obtaln a '
_patent at the tlme when the 1nventlon was dlsclosed to the B
ﬁpubllc"”: (See the MPEP 10 33A) When a dlscloser 1s partlally

1dent1cal with the 1nventors the appllcant 1s requlred to "
“14)

aubmi t a document descrlblng the relatlonshlp between the
dlscloser and 1nventor (See the MPEP 10 45A) ' s

14y a§ae§’d§cié;oﬁ“uéji4649198“}Aﬁf?lo;;954i

B. Acts of a thlrd person betWeen the date of dlsclosure of
“‘an, 1nvent10n by the Tnventor and the date of f111ng a’ patent
application relating to the invention:
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P, 12

ThlS Sectlon deems a n0velty lacklng 1nvent10n to be novel
only where the 1nvent10n was publlcly dlsclosed on a Speclflc
ground. It does not provrde that the flllng ‘date shall be
deemed to. Swear behind. prlor to the date when the novelty of
the 1nvent10n was 1ost ' Accordlngly, the 1nventlon ‘becomes
unpatentable by the follow1ng acts of“a third person between
the’ date of dlsclosure of the invention and the-date of' flllng
the patent appllcatlon (herelnafter refered to as: the grace '
perlod) R TI AT R T T ‘

1f" “Pabllc dlSclosure by a third person

:IF a thlrd person has dlsclosed to the publlc the_p
same 1nvent10n durlng the grace perlod,the novelty of
:_the 1nventlon shall be lostland the 1nvent10n shall_

become unpatentable 15)

"viHowever, where 1t is apparent that the content of the
.publlcatlon (to Whlch an Inventor requested the
Eappllcatlon of thls Sectlon) was, dlsclosed or . :

reprlnted in another publlcatlon by a thlrd person,L

" the’ novelty of the 1nvent10n shall not be’ denlned 16)

“ on such a ground R R = Pl

x?;"”ﬁPatent appllcatlon by a thlrd person'”“

euOnce a. thlrd person has flled a patent appllcatloni
4pd1rected to the same 1nventlon (excludlng a. e
p_qmlsapproprlate 1nvent10n) durlng the grace perlod an
_ﬁlnventlon claimed in a patent appllcatlon flled by an
.H‘nInventor Shall be rejected on the ground of the -
mpatent appllcatlon not belng the flrst patent :' o
appllcatlon and shall be held unpatentable At the
same time, the invention filed by the third person'

__shalr alsor-be- he1d=unpatentab1e -because-. of.a..lack.of

_ | novelty since the invention had already been
_dlsclosed prlor to the flllng..
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15y Board dec151on No. 50 2262 (Jun.15 1977}
" 16) B Board de0151on No 55 2240 (Apr 10 1986)

cC. i Publlc dlsclOSures made by a plurallty of tlmes."

' Where an Inventor dlsclosed an 1nventlon by a. plurallty
of times, the: patent Offlce had applied this Sectlon to. the
dlsclosures only. where they are. in close and 1nseparab1e
relationships with one another, until when the Board of Appeal

on April 10, 1986 decided that the disclosures in the above.r
case should not be llmlted only to those. hav1ng close and

17) The Patent Office has changed

:1ts 9051t10n ‘since October.ls, 1986 statlng that were

1nseparab1e relatlonships

'approPrlate procedures taken for all ‘the dlsclosures, the
appllcatlon of this Section to all of the dlsclosures shall be
admitted"”. I

Ty "Boara'aeeisian No. 55—2240'(Apr;10,1936)

D, Publlcly dlsclosed 1nvent10n and Clalmed 1nvent10n

In order to enjoy the beneflt of Sectlon 30, an invention
clalmed in a patent application must be-ldent;oal_to a.
disclosed invention. Provided that the claimed invention is
(A + a) and that the dlsclosed 1nventlon is A, . this. Sectlon
would not be applles In thls case, where the Claimed
invention (A + a)’ lacks an 1nvent1ve step in the llght of the
:dlsclosed invention (A), ‘the patent appllcatlon derected to the
“Clalmed 1nvent10n has usually been rejected on’ the ‘ground that '

"it is obvious over the disclosed 1nvent10n (B) 1n ‘conformity
with Sectlon 29 (2) of ‘the Patent Law. However, thlS position

18),

has long been cr1t1clzed 19) by 1ndustr1a1 and academlc

c1rcles

:ewiai?ww~Japan Patent Assoclatmon, “Request ‘Statement
S relatlng to Patent Law etc. g Patent Management
Vol, 24, NO. 12, Pl341-1343 December, 1374
19) Yoshifuji K., Outline of patent Law, 7th Ed4.,
P86-87, Yuhikaku, 1986
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www&Japanwon “the- 1nternat10nal flllng ~date- and the prescrlbed

P. 14

E. Invention made in U,S.A. and Application of Section:30:::
thereto -

Accordlng ‘to the first paragraph of 35 U.S.C. 184, no
patent appllcatlon relatlng to ‘an invention made in the Unitd
States shall pe filed in any forelgn ‘countries Untile after a

lapse of 6 months from the ‘date of flllng a patent’ appllcatlon

B

“with the’ USPTO except when authorlzed by a llcene obtalned from

' the CommlsSIOner.

"At the same tlme, Section 30 requlres that an’ patent
appllcatlon directed to the invention’ must be flled with” the
Japanese Patent Office’ w1th1n 6 months from the date of its’
public disclosure (even when the patent appllcatlon is made’”’
clalmlng prlorlty in accordance with Section 4 of the Paris

Conventlon, this Section’is hot . applled since the ‘public

disclosure of the invention is:not an interim fact.taking place
~during; the:perdiod.of .priority.) . .. . '

It should be noted that where an 1nvent10n made in the )
United States is dlsclosed to the Publlc before an patent o
application in respect of the invention is filed in the United
States, the patent application must first be filed ‘in the
United States and after obtalnlng the llcence prov1ded for in’
35 U.S. C. 184 and “further within 6 months from the date of
disclosure of the 1nvent10n,'a corresponding Japanese patent
application must be filed in Japan.’ Otherwise}'the:abplication
of this Sectlon to the Japanese patent appllcatlon is not
effected e I : SR

' 'However, in case of n lnternatlonal patent appllcatlon'"

designating ‘the United States’ and Japan in accordance with PCT
since’ the Patent appllcatlon 1s‘deemed to have been flled in’

procedures may be taken within 30 days after a lapse of 18
months at the makimum’ ££om ‘the 1nternat;onal filing date, if
the international Patent application is £iled within' 6 months
.from the date of disclosure of the invention, this Section will
be applied to such the patent application,
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IT.- CONCLUSION

.As will be clear from the foregoing description regarding
the Jatest Japanese patent practlce for the Grace Period,
Section. 30: prescribes the exceptlons to. the loss of. novelty of

-an 1nvent1on. _ The case: where the publlc d1sclosure of. therf

.Anvention to be recogn1zed as. exceptions are extremely 11m1ted
and the judgment on whether or not this Sect1on should be
applied is practiced in an extremely strict manner, Further,
even when there is a case. to whlchathls ﬁectionwlslappl;cable,
a patent application made by a person having the right to ..

obtain a patent may be. rejected by the acts of a third. person.

done during the grace period,

Aceordlngly, the publlc d1sclosure of an. 1nvent10n o
“;premlsed to make use of the provisions:of- this: Section:is-not
desirable in view of the management ‘of ‘the patent applications
and patent appllcation should be filed as soon as p0531b1e

from the date of the dlsclosure of the 1nventlon.'_';_x

Further, when an invention made in the United States is.:
publlolyﬂdisolosed}prior.to.the‘filing ofrtheﬁpatentv,t : ;
application, it is advantageons for the applicant to file'an.=
1nternat10nal patent appllcatlon with. the USPTO. by. de31gnat1ng

the Unlted States and Japan,_

This iseue of the Grace Period has been and being; e
discussed in various international organizations such as the
WIPQ, AIPPI and trilateral conferences; between European, United

VStates and Japanese Patent. Offices as one of agenda of.
'1nternat10nal harmonlzatlon of the patent system,  For example,
_1t is expe ted that the draft 20) (HE/CE/III/z, March 23 19,

w1th a. llne sharply relaxlng the latest Japanese patent,.;
practlce explalned in this paper,. . .. ...
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20)
T Latest Japanese TWIPO's Draft
Patent (HL/CE/III/Z,
‘Practice ;7o Mar, 235 1987
Grace the‘months'pfierwto"‘ oWithin-12. monthe :prior
Period ©: filing:date (See:to: zfiling or: prlorlty g
5 ~¢Paragraphs IV and VIE) rdate: SENAN
Discloser 3;(1) Person hav1ng ’ “";(1) Inventor (1ncludlng
o . <. foo-a naturalor- legal

MV(éﬁfThiré §efsehuﬂ' o
.- =+ having acgquired- .:

‘the rlght to,
. ~obtain-a; patent;:

~:the knowledge!-of

an-invention-from T
a person havingﬁuéxyfﬂﬁ i
: -.(3);Industr1al Property

'e',the rlght to .
-obtain a patent:.
- .and opened ‘the.:

tfinvention:to‘the"ﬁ

ewpublic;against;w

-ﬁche latterls>willli.

-‘nperson having a*
a;right"to'patent)

+5(2) Third person. havxng

. nacdguired the’ i
wknowledge 0 f ! the
=~ invention  from the

~Inventor,. :

;*Office-who has:put

;ithe invention:in.the
-~ official publication
s:without-the-consent
-0f;:the "inventor

(SeeTParagraph3‘A‘~~-?~~ R

i NI JAof __this;;; Feoels

~ ‘paper)

Disclosure ;

bcTo conduct an

: aexperlment dlsclOSe
. -in-apublication and:
‘make. presentationrat . -~ o
~a-Study meeting retc .

{See Paragraph III &

- VI of this paper) .

- To-disclose by written
Si:ororal meansy or by use
~-or-.in ‘anyother way i

‘StatemeﬁtQ

gesRguired . to submit-at..

- the:time ‘of: filing 7..u:
.+, ~the patent-application’

;i+ (See-paragraph . V.of. A
~this- paper) s

,eNot reqﬁried‘to submit

at -the:time "of f111ng
the appllcatlon :

Content of
Disclosure -

| Complete diseiesure”pfé
- of :the-invention
;clalmed in.the patent

. grap .
-ofithis papery. -

“No rejectlon of the
":1nventlon due to its

. disclosure prior -to

—f;llng the: patent uﬁ

appllcatlon
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:fallen under any of ‘the paragraphs of Section 29 (1) by :
reason of the fact .that the 'person-having the right too. iuo:

APPENDIX

~Section 30 of the Japanese Patent Law

(Exdéptions to lack of novelty of invention)
- 30— (1Y In the-case of an invention which has-

obtain ‘a patent has condiucted ‘an experiment, has made a

“presentation in-a printed publication;, or has made
spresentation in writing at a-study meeting held by a#+~
scientific body designated by theé Director - General of

the Patent Qffice, such invention shall be deemed not
to -have:.fallen-under any of the paragraphs referred to,

;. provided -that such person has filed a patent:

application within six months from the date on which
the -invention first fell under::those paragraphs.
~2(2) "Inithe case of an:invention which has fallen

under any ‘of ‘the paragraphs - of ‘Section 29 (1) against
" withe will of the person having the right to obtain a
‘patent, “the preceding subsection shall also apply,
sriiprovided that such person has filed-a patent
o application within six months ‘from. the date on which

the 'invention: first fell under those ‘paragraphs.

"(3): In the wcase of anvinvention which has fallen
under any of the paragraphs of Section29 (1) by reason
of the fact that the person having the right to obtain
a patent has exhibited the invention at an exhibition

-held by the-Government or-by-any local public-entity

‘(hereinafter-referred to as the "Government etc.") -or -
»z.at one which.is not ‘held by the Government etc. but is

--0of a country not party to-the Paris Convention by its -~
‘government -etc, ‘or by a person authorized thereby where . i .:-

designated by -the Director . — General of the:Patent
Office, or at an international exhibition held in the
territory of a country party ‘to the Paris Convention by
its government etc, or by 'a person authorized thereby,
or at an international exhibition - held ‘in the territory

such icountry ‘has been designated by-the :Director -
General of the Patent Office; subsection (1) shall also
apply, provided that the person having “the right to
obtain a patent has filed a patent application within

o six months from the date-on- whlch the 1nvent10n flrst

~with the patent application, Within 30 days of the -~ -~ =
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fell under those paragraphs,

{(4) :Any peérson who desires the appllcatlon of
subsection (1) *or the preceding ‘subsection with respect
to an-invention claimed@ in a patent application shall

Director - General of the Patent Office simultaneously

filing of the patent application, he shall also submit
£o the Director - General of the Patent Office a
document proving that the invention claimed in the
patent applicataion is an invention falling under
subsection (1) or the Preceding subsection,

-gubhit-a-written-gtatement -t thalb raBEagt-rhe g st s s




Pacific ‘Industrial Property Association; 1987 Confererice,

Baltimore, "Maryland @ v 2.i7%

| “Séptember “30 -~ ‘Oétober w2, 1987°¢

Lx-Protection “of ‘Software i

Gt oTaon o Tuiny wE Y VA T Worldwide Update’

¢ Victor -Siber+

" Today, computer programs, 'in all forms; regardleéss Gf ‘the medid

in which they‘are’fixed, are ¢leéarly protected by copyright ‘law

in many countries. {See, for example, Apple Computer, Inc. v.

Franklin Computer Corp., 714 F.2d 1240, 1251 [3rd Cir. 1983

cert. demied;, 464 U.S. 1033 [19841)

' Beginning-with -some ‘6f the ‘early cases in'the Uniteéd States "'

dealing with'copying .0f video game computer prodrams, the body of

1Corporate Counsel, Intellectual Property Law, 1BM
Corporation. The views expressed herein are those of the author
~and not necessarily those of the International Business Machines
Corporation. '

el

125




law with .regard to protection of -these literary works has ‘grown
substantially., Simultaneously, in this periqd;gfﬂcasg,law;l}iw
development; several countries around the world flirted .with.the
possibility of adopting sui generis legislation to protect
computer programs. These efforts reached tﬁeir height when the
World Intellectual Property Organization (WIPO) began considering
the adoption of a ﬁodel sui generis law and a treaty governing
‘protection of softwa;gfﬂjasﬁggggpgﬁ@lgga};experts, and
governments began to understand (1) that computer programs are
works of authorship} aﬁ@;!@iﬂth¢~ﬁéﬁP{€fPf these works and the
way that they are commercialized and used,rit then became
~generally recognized that programs lend themselves particularly.
well ‘to protection under existing cdpyright laws. This
conclusion was finally accepted by WIPO in Report of the
Committee of Experts on the Legal Protection of Computer
Software, Geneva, June 1983, LPCS/ll/é; and, Report of the Group
of -Experts on the copyright -.aspects.of the Protection.of Computer

Software Session, March-1985, UNESCO/WIRO/GE/CCS/3. ..

A clear example of the deliberations and ulfimate Q?EFQme{Qfﬂfﬁié
controversy may be found in the legislative history, in Japan,
leading.up to the recent enactment,ofgLaW?Nog,ﬁzg\Partiaqui,«g

fAmendment tanhggCprzighﬁﬂLaw;wofgJune-14,;19854ﬁwhich became::. -

‘effective January 1, 1986.. Under this amendment to Law No. 48
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{Cdﬁyright“ia%ﬁdf“15701}5bbmputerwpfhgrams?are”nowiexpressiyﬁh'@
“protected as ‘works of authorship.: © After ‘long ‘@eliberation ="
between ministries Wwith aiffering views, ithe Ministry of-: i

International Trade and -Industry (MITI}® and the Ministry: ofi 7

Edudation (MOE),“it ‘was finally'resolved ‘that the sui’ generis::«

that’'copyright ‘protéction should be. confirmed.’

“'Mahy' ‘other courtriés hHave ‘also recdently amended their ‘copyright
laws 'to provideexpress’ statutory protection for this very!  i:
important: dlass of ‘literary workl” deéy,?fifteénicbuntrieswhave
adopted specific 1egislation2 while sixteen other countriesgﬁare

in the process of considering legislation along similar lines.

three' years, ‘we ‘have séen ‘the confirmatioh of copyright = aiumun
protéction for computer programs by amendment to-copyright lawiin
Australia,: Japan, ‘Republiciof Korea, 'Singapore, “Indonesia the
+Bépublicvoffchiné and ‘Malaysia: Also, "there is ‘similar. pending
iégislation-or*récommeﬁdatibnb-for<1egislationﬂin~Nemeealand;;

Thailand ‘and the ‘People's Republic of China." -

2Australia, France, West Germany, Hungary, India, Japan,
Philigpines, Portugal, Republic of China, United Kingdom, U.S.A.

Brazil, Canada Denmark, Finland, France, Ireland, Italy,
Mexico, New Zealand, Norway, Peoples Republic of China, Spain,
Sweden, Switzerland, Thailand. -
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Korea
A recent debate.on this subject took place in the Republic. of. ..
Korea.._ln.the'begipning of: 1984, certain sectors of the Republic
of Korea government, namely the Ministry of Science. and.
Technology (MOST).began to explore:the possibility of granting
épeciallrights,er;computergp;ogramsl or software.  Thege ideas:

were: formulated into: a proposed draft.law known as the.

‘Information Handling,Industry;Promptipnhpawpwhiqh,,sggges;ed,aw
five year term of protection for software, Although this draft
law,wag,never;introduced,ioraconsideratipn.tqﬁthelKorean_Natiqnal

Assembly, it did .cause a substantial. amount..of..debate within

government and -industry, -both on -a national and international.

scale. - -

| The: following: year,. the Ministry of Culture and Information .(MOCI)
proposed a;draft of a new.copyright law: which was.silent..on.the

=‘jqi.les,ti,c_m;:-o_f:.j&_c:c:mp_uter-_-p_r_c:u_:;rarns,}-.-;-_',fn?h:'Ll-e'-r_'l:_Ifu'.‘s-,bi;].l made. significant
contributipnsgto‘correctqéome deficiencies -under .the eXiﬁting.:
law, it also posed a number:of new problems... In response to the
serious objectipnshraiséd fo this bill,qit was. not enacted .prior
to conclusion of the -legislative -term, effectively killing ithe
bill. The controversy over copyrights in computer programs as
well as other works of authorship, particularly those of
foreigners, continued to rage until September of 1985, when the

United States Trade Representative decided to launch a Section
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301 investigation. This investigation considered several: . .. .-
intellectual ‘property ‘right ‘fssues- ine¢liding theslack of:i-L
Tieopyright protedtion’ for computer:prodgrams,  Negotiationsito ™
‘reach 'résolution:'of ithese isgsles continved until July, 1986,-at
which time the United States and Korean governments jointly.
énnounced a settlement that included amendments to the existing
copyright law.  These amendments 'consistiof:two partsifljﬁai'}ﬁ
general revision of ‘theé copyright law’and 2) a special copyright
law for the protéction ‘of ddmputér”prégramSQaéﬂlitéréry1ﬁ0rkéi'
 “The ‘general ‘copyright “law:defines’ computer programs within theé-
class of-1litérary works and-links specific protection of this" |
property under new copyright*lééiSlation*khown asthe  Compiter
Program Protection Law. Both these laws became effective July 1,
1987 and the Republic of Korea is now in the process of .aceession

to the*Universal Copyfight Conventién, = °

Australia’ ’

_Computeér- software in Australia’is ‘characterized as’intellectual

© property. “Legal'proteéctidn is‘afforded to software mainly under
the Copyright Act of '1968.  "Insofar as’such softwiare constitutes
an driginal Iitérary work; ‘protection is afforded to it withoit

theﬂneed-fbr-fegiStfaﬁionﬁéf*aﬁy kind. 'The'copyright owner'or a
person authorized by him“will have an“action for-infringement ‘if

‘an tnauthorized person sééks to réproduce the 'work in a matérial

-£0¥m.-6F-t6-publish.or /make an.adaptation of the work without

authorityiy
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Litigationvinstituted by the Apple Computer Company.in. 1983
culminated;in4agdecision;by3theJHigh“CQurtjgfﬁAqsﬁraligtwhiqhﬁi
concluded:that -object:code. programs were not;literary works under
the Act: .By.contrast,.written source code programs were held .to

be literary works.:..

Amendments -were inﬁrdducgd,to;the,Copyright=Act to..settle the....
;matter-even before the High:Court:Decision was handed down..-.In
1984 the .Copyright;Act.was-amended.in a-way:which made it clear
that computer.software was.included within the definition.of the
term "literary work".  The.definition has been expanded-to. ...

- include..all levels of :computer;language. ...

-~ 8ingapare- . ..o ,m} e T ATt O N A LR A I I A E

" On January 26, 1987, Singapg;e;enaqted@§-newggopyrightuLawg;
thereby repealiné the United Kingdom Copyright Act 1911. With
regard to the protection. of computer programs, this newL}QWH:_;

borrows significantly. from.the Australian:Copyright:Law.of, 1984.

Computer:programs: in all. forms-are: protected under.this law.for a

.period of 50.years, _Criminal, penalties:and civil remedies have
been strengthened. to the.point that.piratical activities have .
"Sign%ﬁigﬁnFlX;d%miniShed-,[Haﬁ authors, at.present,.are in.a. -
preferred position vis-a-vis other foreign authors because:.of a
‘bilateral agreement.entered.into between theansiuapdaSingapore,

While there. is some hope that.Singapore.will at some peint in.°

 time accede to the Berne Convention this is probably not:likely

.to happen in the near future.
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Indonesia

The most” récent” adhetent ' natidn to’ théiprinciple” of’ express:
copyright protection’ for’computer programs is ' the Republie’of™’
Indonesia” Just® thrée weeks ago:’ oh ‘Septembert9th, the  ii=ln
“Indonesian’ 1egislature 'passed an amendment”to” thé present =" =0
Copyright’ Act 1982 bréadly enhancing copyright protection for::
national®as well aséfafeign~aﬁthafé.*fambﬁg*fhéfnawfriéhféﬁigﬂa
specifi¢ provision’ protecting computér programs” £or a’term of
twenty-five years.’ ~Also;” criminal pehalt ies havd bedn® very s
significantly iﬁcreased, up to.a maximum’ fine’ of U 8% $60,000 and
seven years imprisonment. In the short term, foreigners' rights
will mosts1 ik’éii;v be established through bilateral agreements’

while Indénesia is considetring accession™to”the’ Berne” Convention.

Malaysia' "

A new Copyright Law was passéﬁfbﬁ thé  Parlidment”in Malaysia in
March of this year. The law fully protects computer programs as
normal’literary works:” In’addition; thé Ministry of Justice has
just establisﬁed a new enforcement unit to deal 'with piracy '+
problems. Maléysia appears inclined not to join an gxisting
 copyright treaty at this time but rather will negotiate bilateral
. agreemerts with its tradihg partners: “As & résult, the 18, ib

engaged’ in negotiations of'a’U.8.7Malaysia Copyright Agresmént’
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“Constitute a "personal mental creation’ of its author. That is,

Hong Kong

In Hongpxpng:aCOPyxight;pxotectiO# lews.areagenexa}ly.aéﬁgﬁéié:
However,.a.certain amount of unauthorized copying. and
distribution of.popular commercial applications software for. -
personal .computers does. occur, and this has.led copyright.owners
as well .as local distributors of major international; software :

developers. and licensors:to embark on a.series of prosecutions,

-These_have?had¢ap“inhibitingﬁeffectwpn;piracy,t;Gpvernment

appointed. bodies.such as.the Customs. Authority are also taking.

. action to:.strengthen. the law,.

A comprehensive review. of.the law of copyright applicable to .

;quPUter:softwar%*iS;bEing,undeFtékén,byathe Law.Reform - -

Commission. It is expected that Hong Kong will adopt the United
Kingdom Copyright Amendment Act of 1985, expressly protecting. ..

computer: programs. as: literary works. ., .

-Now let us examine the present legislative status in.some:

European.countries.. .-

- .. Germany

In Germany, "programs for data. processing" belong to "works of
li;g;a;u;e,-science-andtart“éaccordiugﬁto_Seg,,2,'Par,;l,;Np,ul

of the Copyright Law, and the authors thereof enjoy copyright

protection. A prerequisite for protection is that the work must

the author must have sufficient latitude for individual,
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“France v aen wod

“self-treated possibilitiés of solution when he generates: the .-

software’ In the view-of the Federal Superior . =
Court/Bundesgérichtshof. - “UBGH"/" (BGH;- 9 May 1985, DB 1985, .p:i-
23975, this prereguisite can in principle’be: fulfilled for"
software . However, the Federal Superior Court imposes high
requirements on "personal mental création“_making copyright
protection’@ifficult for simple programs. ‘At the present state
6f the law, there is still some confusion as to the regquisite:r’
level of creativity. WNo doubt, furthér case law will clarify

this.

“:United Kingdom:'

The basi¢.approach in’the United Kingdom'law'is: to’characterize

- computer software as'an item subject’'to copyright protection

{Amendment Act 1985).

The Copyright Amendment Act 1985, (i) clarified the position that

software-attracts copyright protection; (ii) enhanced- the: i

criminal remediesof the’ Copyright Act 1956 against piracy of

..computer programs; (iii) provided that a work created directly in

a computer attracts copyright’ protection; and (iv) made it‘cléar

thatiistoring a work“in’a compiter is a form'of'reproductioni~ ¥’

e the law ofi July” 3; - 1985 confirms’ theitrend ofin: oo

doctrinal opinion and previous courts decisions that’computér™™
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programs-are:protected by -copyright. .The law::{i} restricts the
term of protection t0:25'years;;(ii):permitSvthe'international,
reciprocity; and. (iii) adapts the: copyright. protection to: the .

specific needs: of’ software:: -

Now.: let.us.examine:the status of- the law:.in:two countries.in.

Latin: America. .

Brazil'
Until the beginning of 1987, the legal status of software in
_ Brazil was subject to an intense controversy. Thef??ﬁ??hﬁi??FQDg
trend:to treat_software~as;a;type;of;intellectualgPrppertyn
dIStinguished frqm-cobyriéhtable;works, and.therefore, deserving

a specific sui generis legal treatment.

+.dt appears.that such trend is fading in the:face ofithe ..~
undeniable fact that; Brazil:would be~ta5ing;a-uniquerpbsition,h

if-a specific legal regime .were adopted for:software..

wihgaExgéutive=Branch@Ofgthe:BraZélianaGQVernmentehas recently

"taken;theginitiétiveuqf5sﬁbmitting;to;Cong:eSSwa bill:whichs.. -
provides that computer programs shall be protected by the
.provisions of the Cépyright Law. This bill has been approved by

the House of.Representatives and:is:now under examination.by the

‘Federal-Senate,

=10~
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- Mekico

‘The'bill éstablishes’ in"its 2hd'Article that: "
U wphe rYegimeé of protection tothe'intelléctual’ property ™
involving ¢omplitet’programé”is that one set' forth'in Law" No.
5988, ‘of December 14, 1973 (The' Copyright Law) with the' ™
““modifications” introduced by’ the present”law aimed at = Ui

attending to the peculiarities: inherent to Cdmputer™ *< i

programs",

The modifications proposed by the bill with regard@ to‘the

- protection of computer programs do not alter the essence of

copyright. .

Copyright protection for Computer programs, pursuant to this' i
“pill, laGts for- 25 years:’ Violation'of Copyrights’on: software is
“defined as a'crife puRishablé with imprisonment from 6 months: to

2 years. The Bbill also provides'civil and criminal-actions’in’
the event of such violations. The civil remedies provide for
judicial séizure of the’infringing material, retovery fér losses

‘ahd-damages and’ injunctive relief.':

B R TR T E S L R PR TR o B S e S T T

‘Mexido"¥egulates the protection of an author's Yights to compiuter

‘{programs’ that £he author has créeatéd under’ the Federal Law of

Author's Rights (thé”"FARL"): ~ In practice,”computer programs and

-...86ftwarghave been. grafited protéction under thé FARL becausé they. .. .

are "analogous"“to liﬁeféfyﬁﬁérkgi””Tﬁi%”ﬁfé&tﬁcéﬁcéﬁgiﬁﬁég today

"S11-
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|
pursuant to the publication Pf.RESOlutiOP-1}4~Of_thezMiniSFIY;Qf 1
Public Education:.in the Official Gazette.of Mexico on October 8, i
| 1984. . Resolution 114, which was the first official . \
acknowledgement of:an author's rights in computer programs
provides that.computer, programs. should be recorded in the Public

Regiétry_d;_@gthor'slRights,

Now turning to North America, let us focus on Canada and the

UnitedﬁSta;esh“,_h‘

Canada

The decision in Apple Computers, Inc. v. Mackintosh Computers

Ltd, 10 C.P.R. (3d) 1, as well as numerous interlocutory.court-
. decisions, have held that copyright protection under the present
Copyright.Act extends to. computer source code and to object:code

stored. in.ROM, (read only memory) integrated circuits:

. Draft amendments. to the Copyright Act released by the Canadian
government in May, 1987 would extend the definition of "literary
work" protected by copyright to include a "computer'program", and
increase penalties for infringement, in some cases, to a fine of

..up to one million dollars a@d,imp;isqpment for up to,ﬁiveHYeQ:s.
Also, under the.draft provisions, it would not.be an-infringement

. .of .copyright for the owner of a,copy of.a computer program to .

. make modifications to the program or to.make back-up. copies of:

__the original or modified program for his.own use.. . -

-12-
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United States . . -l L e e e _
It is now well-established that the protection afforded by U.S.
copyright laws may be extended to computer software whether .

written in source code or in object code. (See 3Qple V. Frankl1n,

sugra). A recent case, Whelan Assoc1ates, Inc. V. Jaslow Dental

Laboratory, Inc.,s extended copyrlght protectlon for computer

software even_ﬁnrther. The Whelan case held that copyrlght
protection ofhcompnter programsiconld extend begond therobject.
and source code ofrthe program to the-software’a structure;
sequence and organization _ This case has been the subject of
some recent debate and, the extent to wh1ch courts will follow

the Whelan court's reasoning is still under development.

Complementary to the numerous act1v1t1es on the leglslatlve
front, there have also been a number of recent 3ud1c1al decrslons
supportlng copyrlght protectlon in computer programs in flfteen
countr:.es6 Fortunately, as a result of both 1eglslatlon and
p051t1ve court dec1smons, the copyrlght law has embraced thls new

form of expresszon as an lntellectual prOperty that merlts full

.protectlon, just llke any other llterary work

5797 F.2a 1222 (3d Cir. 1986), cert. denied, 55 U.S.L.W.
3473 (Jan. 12, 1987).

6Austra11a, :Brazil, Canada, France, West Germany, -Hong EKong,

WMHungary, JItaly, Japan, Netherlands, Republlc of Chlna, Slngapore,Mmmmwma__lJ:

South:- Afrlca, United: Klngdom, U.S.A.

;;13_w
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WHAT ACT CONSTITUTES. THE USE OF A TRADEMARK?

- A Commentary Centering on the TOTENKO Case — =

.Japanese Group, Commlttee No 1

L*Trademarx sub Commlttee .

E-"hlgeru Mlyayama,'ﬁﬁﬁﬁtiiAsahl Chemlcal Industry co., ﬁt&lqt
“'gakuei nguchl,-: 'irttYiSn1n~Etsu Chem1ca1 Co- ”“ttafL *'-'

Masaharu Hasnlmoto,V:%UﬁiToyota Motor Corooratlonrx
.ﬁtKlYOSnl Tanabe, nﬁ{fﬁu'?LToshlba Corporation

speaker: Akio Okumura, Fuji Photo Film Co., Ltd.

I. Preliminary Remarks

:_Wlthlthelrecent sharp 1ncreaee 1elthe demand for the
irestaurant bualness and the development and natlonw1deri;f H
“expanelon of the food 1ndu=try, there has arlsen a varlety.
:of problems not susceotlble oE solutlon under thel'
fcoventlonal legal system Namely, as a new.eﬁeeomenon
resultlng from the developoment of the dlstrlbutlon-r ’
economy, there has been a sxgnlficant increase 1n the type )
of business wherein restaurants sell take—out foods to

m”thelr customera whlle orov;dlng restaurant serv1ces ab‘wm‘””
thelr prlnc1pal bu51ness 7 : | L

the llmLts_and lnteractlonb of

=¥ Undeér such c1rcumstances,“

sErvigen m“a‘rks a‘nd tradenames

have become the problem of present-day significance,
especially because of the fact that in Japan it is still
difficult to protect service marks in an effective and

convenient manner.
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_Against this background this Committee has picked up as

-apprpriateness of the decision and the effect and limit of

. @ trademark right, making comparisons with past court

. decisions in similar cases and further discuss the system

IT.. .

of service mark protection now.under. advisement in this

cgountry, . .. ..

Ehe'Tptenko:Caseuldecidedﬂby.the Nagoya High Court on

.. May 14, 1986).,

Facts
(L} Plaintiff is the owng:Lgfqq”;ggisteped_pg;q§ma;k
. -.'Totenko" (as shown in ths exhibit attached hereto
. ang hereinafter referred to gs the "Trademark").
¢(2)¢tpgfen@gn;_has‘bgen epgqgg§ in_;thgpinese restaurant
. business g;qce11972:andﬁ%géidenta}}y_to its main
business, has bee§¢5%l;}eguat its restaurant "gyoza
(a8 fried dumpling stuffed with minced pork .and
vegetables" ana:ﬂshQQTma%i,anq o;hg; items of
7 ignipese_fogd‘ghageiuqfte;J;hemﬂPrOQQQt")3
(3),. At least since April 1984, Defendant has been

.»selling .the Product contained in a paper package

-~ exhibit attached hereto) and at least since April
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1984:1asxQéen'aistribu£i6§”fb”iﬂs"cﬁétoméfS”in its
" restalrant and other biééeéibfémotiénéiLleaflets
:TﬁaéinéiMérk’iir(aszéhowﬁ“ih“fhé"éxhibifiattaéhed
hereto) pfihted'thefednlfdr‘%he'Pfodhcf?‘
k:(ﬁiz'5éféﬁdantieféétea'an'aavéftisingikb&er“ih?thé image-
of a paléée°bhbfhé second flootr portion Of its
“fééfﬁﬁranﬁ;“éffixéd'théfetbjé”blaﬁé sﬁbﬁihg“the word
wrotenko" as shown in the attached drawing (2), also
put up a sign showing the word "Totenko™ as shown in
the attached drawing (1) and further affixed the

- words -"Totenko' Hontén"- (méaning Totenko's Main -

Restaurant) to the awning of the restaurant as shown

in the attached drawing (3).

2. 'Plaintiff's Contentions =~
(1) 7o conduct advertisement by using thé material
'm":qﬁéérihg'tﬁé trademark constitutes the ‘use of‘the
trademark. Defendant's use of dark I and Mark II in
its advertisement constitutss the use of Mark I and
“MATK IT as trademarks.
"(2) Both Mark I ‘and Mark II are idertical or confusingly
" similar to the Trademark. |

(3) Thérefore, Plaintiff demands the following reliefs

;zén-the-basis of its right to the Trademark. 2

i) Diécontinuancé of the ‘display and distribution R

G packEges Tor  prosesssaT EosAs TREVIAG MARK T

“affi¥ed thersto and promotional isaflets for

processed foods having Mark I affixed thereto.
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o 31) Removal.of the signboard and the .plate as shown
‘-in .the-attached drawings (1) and (2) from the
-y Deﬁegdant'sepeetau;en;qui;d;ng;egdﬁe}imination
- :0f the .words ."Totenko Honten'! on.the canopy
:-eertion.as. shown in,the ;attached drawing (3).
--3. .Defendant's Contentions . .. ... ... .. oooon o,
(1) Most of the items of Chinese food sold by Defendant

are served and consumed inside its restaurant :and

wi-only-a:small portion.of them are taken out by. its
~customers,as. presents., . Therefore, neither the use
~~of ‘Mark.I on the package.of the Product.nor the use

of Mark IT.on promotional leaflsts nor.the use of

n»Mark.I.and Mark.IL;on. the signboard, etc. of the
xﬁgDefendap;js“;estau;aqp‘eqnetiguteetﬁpezuee of the -
-~ Marks. as trademarks. . Such.uses are nothing more
so:bhan: the use of the.tradename of Def endan t.
wms02}_yDeﬁendanp;has@thegrigh;\tpfuseﬂby_vi:;ue‘of prior

+-use- under Section 32 of the Trademark Law with

:respect :to Mark I and Mark IT.. .. ... ...

4, Summary of the “court order S
'(l).HDefendant shall not dlsolay or dlstrlbute any
"oackage for processed foods wnlch bears Mark I.

S (2) dDefendant shall not dlsolay or dlstrlbute any

.oromotlonal leaflet for procossed foods whlch bears

T S L A NETRAT o -gw_-_....,‘. S -

fMark 1.

141




“9(3) " pefendant shall ‘rémove from its restaurant building
“ “the “signBoard bearing the word "Totenko" as shown in

““‘tHe "dttached ‘drawing (1) and the plata bearing the

U dord "Totenko" “as shown in’ £heattached drawing (2)
?&aﬁdzfuftﬁét"eiiﬁinaté the''words “"Totenko Honten™ on

the canopy as shown in the“attachad draWing‘(3}.

5.  Reasbn” "
“7(1)" The acts of using’a trademarx .as-'i‘defined*'UHder
Séétiah_§7}i?tém'l gfithe ffademark'Lawlare
'intéfpfétéd°£6 réféfitoithéfacts bf”aPPlYiné a
'~ distinctive mark showing the identity’of'a product
azto'the product’ itself or to its backage}”assigning
' ot delivating’ or displaying or importihg:for
“assignment oOr' ‘delivéry such product or package, and
‘ﬁdigﬁia§iﬁgtbf“diétfibhting any*advéftiSément, price
113t or’ other businsss document bearing-said ‘mark.
* Even ‘the ‘use of ‘a tradename used by ‘a merchant to
identify himself shiould constitute the use of a
trademark where such tradenam= 1s used as a_um
;:dlstlngulshlng mar< to show the ldentlty of his
=_product in any of the manners stated above
(%Qm,Defendant erected on the second floor portlon of its
. reataurant bulldlng an advertlslng townr in the

}mage of a palace,rafflxad theroto 2 olate bearlng
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the word "Totenko" as shown in the attached draw1ng
{2), put up a signboard bearing the word “Totenkoﬁ
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III,

1.

as shown in the attached drawing (1) and affixed to

A I T - A

.. the awning of its restauraant building the words

. "Totenko Honten" as shown in the attached drawing
(3. 1In this_féct.SiEQaFiOQL_théwﬁQrsa“?¢0£sn%§"
and "Totenko Honten“ are oroperly.consldered tolbe
;dperformlng a functlon as dlstlngulshlng marks
7 showrng the ldentlty of the Product as long as‘l
Degandant sells the Product 1n 1ts restaurant,__
(§)ﬁw5smo§ he date of flllng an aopllcatlon for drﬁ
_reglstratlon of the Trademark Mark I and Mark II
_}had been used for the Product only for less than
E";.thres years, the buslness scale .of Defendant was
“small and oartlcularly tne sales volume of the
HP£9dsctzwaS:?¥tr¢mely smali-q.ln-v%s? 95mthesern
_facts, it cannot be said that the_abgyeltwonmarks
. had been Wifi.?i.y...&s@.n to ﬂon.wﬁeﬁs. as the t,.%me»?f

.. filing the application for the Trademark.

Wwhat acts constitute the use of a trademark?

e

The defintion under the Trademark Law ™"

"“One of the issues discussed in this ‘court decision is as

to what ‘act Constitutes the'use of a trademark TItem 3,

Saction 2 of the Trademark Law defihés*the use “of & -

;trademark‘as ﬁacts of dlsplaylng or. dlStrlbutlng

""'prlce llStS or bus:mess PaPEIs

- the goods on Wthﬂ a trademark has been apolled“ (Note 1)
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;T_in otner words; not only the ‘act of applylng ‘a trademark
on the goods but also the act of uslng ‘a trademark in
hadvertlsements or bus1ness oaoers (Such as catalogs)
frelating to the goods is daflned to constltute ‘the use of
'fa trademarﬂ.‘ However; from the language oE thls
definition, 1t is not clear spec1f1cally what acts
constftnte the use of aatrademarﬂ ia advertlsements
Esoeciaiif, oolnlons dlffer among 1egal scholars as to the
use of a trademark ‘on a sxgnboard or slmllar materlal
CIET a thlrd pcrson commlts any of the fore901ng acts w1th
'ém" ect to a reglstered trademarx, such act constltutes an
1nfr1ngement of the trademark r;ght and the trademark
owhé‘f will be entitled to demand a discontinianée of such
nse by the lnfrlnger and otner remedles (seeﬁsections 25,
'36 and 37 ‘of the Trademarx Law).‘(Noto 2) ‘in:other words,
uthe use of a reglstered trademark owned by another parson
in an advertlsement constltutes“an 1nfr1ngement of the
trademark right. There are some circumstances where the
effect offa*trademarktricht“isirestrdcted: such asféection
26 of the Trademark Law under which the effect of a..
trademark.right will not extend to the use of, 59-?— ‘s .own
name insén=Ofﬂinarftmannsﬁa;fﬂsts 3);x59d SuCh_Q§mém;

includes. a tradename.

2. The standards of ]udgem nt”aooiied'inuthis&conrtvdecision

‘s:stated -in Paragraoh 5 above, “ohe BEERE"

”dlSCHSS°d in this court dec1slon is whether the usa of a
mark on an advertising tower or a signboard constitutes

L
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the use of tne mark as. a trademarﬁ The court dec1ded
that lt do s Sane the marn as. used 1n such a.way . .
PEff9¥medﬂa;f99¢t&°P as.a distinguishing mark to show the

identity of the goods.

. ,Bddressing itself to the defense raised pursuant to .

Article 26 of the Trademark Law,.the court held that the

effect of the trademarx rlght of Plalntlff valldly

hextended to, thv use of the marxs by Defendant Ihgt:

".mreap9n§,9;ven by the court are,tpatﬁth@&mérsgpused}by

Related’ cases’

Defendant _were not entirely identical to its tradename,

. .that even if it is an abbreviation of Defendant's

tradename, a proof was lacking, that it was well-known,

tnat the marxs used wern_ln such a soec1al style as. to

ﬁhaturact the attentlon of general gonsumers and that_
,%FheF?ﬁQFe.}t ;99}§¢99F be said that the marks were used as

_a tradename in an ordinary manper. = -

e oF the  reldted Gases in’which the iSste was whether a

“-use of a mark“on an ‘advertising ‘tower dr a‘signboard

“Gonstituted the use of the mark as’a trademark were' the

¢ Gha-al’ cabe (ddcided’ by the Osaka’ Distrile court on

March 4, 1977) and”tne Jhgoya tase’ (dedided by tha Nagoya

¥ prEErict Court on’ January 31,71983))  Both  cases held tnat

_the use of a mark on an advertising tower and a gignboard

e e i O,

constituted a use as a tradematrk.”  The’ reasonmglven by “the T

Sour'ts was’ that when'a mark is used ih sich &' manner as to

BAG
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ﬁperform a spec1f1c dlntlngulshlng functlon for goods, such

use 18 "a Form OF the ast of - u51ng a trademark in’

advertlsements“ as deflned under Sectlon 2 of tHeJ?G&

Trademarx Law.

In' the Yamagataya Nori’ case (dec1ded by the Tokyo Dlstrlct

”jCourt on June 16 1982) and the Ke1e1 Klndalka case

(dec1ded by the Tokyo Dlstrlct Court on May 27 1981), the

1ssue was' whether the use of a mark on’ a SLgnboard was the

2”5 ona '3 own’ name of a welllknown abbieviation thersof
Esihich the SEfect of A trademark ¥ight could Aot sktend

. as providsd by Section 26 of the Trademark Law. In the

”foﬁér”éaée}"it'waéfheld'tnaﬁ'e%én one's own name was

name’ was Shown in large lettnrs and used in duch a manner

‘ﬂas to attract the attentlon of consumers (1n other words,

the use of the name did not fall within the{bégﬁiéions of

Article 26 of the Trademark Law). In the laktter case, the

. gourt held that the name was not subject to the: trademark

‘Tight of anpther (namely,. the use of the name fell within

‘the provisions of Article 26 of.the Trademark Law) because

:h‘it was used in.the colophon.of.azbook and. Was thus found

__hto have been used 1n an ordznary manner.:,

From the aoove c1ted court deClSlonS, 1t can be concluded

- ERate ;
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marik.used on. an. advertising. tower or.a...

... signboard performs a distinguishing function for a
particular product, it is a use as a trademark.

-9




. ‘ (2).r0ne1sﬁown tradendme ‘i's‘notsubject to ‘the ‘trademark

right of another unless it is abbreviatéd or’ ‘'shown in

aspec1al letter s“tylef.i_i O S S PV S

IV. 7 Requirements forrtha right’ to'use a tfademarkibyﬂﬁfrtue of

B il prior’ usé LT

The deflnltron under the Trademar{ Law _
ﬁAnother 1ssue dlscussea 1n the present court de0r51on was
hather there was the rlght to use a reglstered trademarx

of another person by v1rtue of 1ts prlor use.m Under the

i

trademarx system of thls country, a trademar& rlght is

created normally by reglstratlon of a trademark One

_exceotlon is Article 32 of the Trademar& Law, under whlch

a cartaln orotectlon 1s glven to ‘an unreglstered trademark

already 1n use. Sectlon 32 of the Trademarx Law (Noto 4)

recognlzes such rlght to use anotner 'S reglstered

trademarx by v1rtue of xts orlor use wher prlor to the

-H_flllng of an ap ollcatlon for the reglstered trademark of

Vthe tnlrd person,‘one s trademarﬁ had become well—known_

‘among consumers as ldentlfylng the goods to WﬂlCh one's

bu51ness relates._ If a marx 1s used only ln a. lmlted

AR

area, 1t cannot be sald to be Well know.m In such case,
use oE one ! s trademark orlor to another person s flllng of

e)an apol'

athﬂ f r reglstr ML ,

uld n t

f the mark iva -

st b

rise to the right to use a trademarﬂ by v1rtue of prior

use.

- 10 -
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....5tandards of judgement.applied .in the .present [court

odecision s

In the present court decision,~it:was_heldmthat the

trademark had not become well-known and as a result there

.accrued;no.right to.use another's registered :trademark by

'*be the food 1tems 1n questlon were Very small _ Under" o

148

virtue of its. prior use, taking into accountithe scale of

Defendant's bus;ness and the duratlon of use of the marks.

FE -

Defendant ooerated only one small restaurant in Nagoya and

%lts business was llmlted to that area.x Defendant's sales

those c1rcumstances, 1t was found by the court tnat

H”Defendant s mark could not have become well known '

"*Related case
"One of the cases anOlVlng thlS ‘{ssue is the DCC case

HH(dec1ded by the Fukuyama d1v1510n of the leoshlma"“

Dlstrlct Court on September 30 1982).“ In thlS case,

Defendant sold coffee beanshln the entlre area of -

)leoshlma Prefecture and in 1ts nelghborlng areas ‘"The

ourt dld not recognlze th= rlght to use. by v1rtue of

“orllor use, requlrlng that for such rlgnt to ex1st the

'marx be well xnown to consumers not only in one Prefecture

'ﬁand 1ts nelghborlng areas but also in substantlally

':broader areas in view of the fact tnat coffee beans by

- 11 =




Conclusions

"Reasonableness of thls court deClSlon

‘ThlS court dec1sron found the use of tne tradename on

xpacxages, promotlonal leaElets and slgnboard to be ltS use

mas a trademark and ordered;that tne tradename be removed

i However, the prlncroal busxness of Defendant is to provrde

servrces in lts restaurant and 1t cannot be sald that its

" Eradename used ln‘lts bu51ness performs ‘an 1dent1fy1ng
“function £ for the Product " The court nerd ‘that because
ﬂDefendant sold some taﬁe out fOOdb as a bu51ness ‘
1L1nc1dental to ltS reataurant buelness, Defendant's ‘use of
:the word’ "Totenno :on the 51gnboard “etc. was a use as a

wtrademark and ordered a removal of the word from

'Defendant s restaurant bulldlng and 51gnboard '#However,

' we feel tnat euch conclu51on 1: nard to Defendant srnce it

'mw1ll deorlve Defendant of lts good wlll bullt up by it

reataurant bUalHQSS.

u51ng the word "Totenko“'as a mark 1dent1fy1ng lte'J
:bu51ness over a 1ong perlod of tlme In view of the
mnature of the Product, thrs Commlttee bellevcs that the

mcourt snould have prohlbltEd only the afflxatlon of the

word - “Totenko“ to the Product or its oackaglng and tnat it

mshould not have extended the trademarﬁ rlgnt of Plarntlff

to tne use of the word "Totenko“ (ln oromotlonal leaflets

SR LAY ot S o
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Relation with the service mark system

‘Bt present we have the Unfalr Competltlon Proventlon Law

“to orotect serv1ce marﬂs. However, because of the usual

mwdlfflculty of prov1ng the well xnownness of a serv1ce mark

Vw:as a orerequlsrte to lts protectlon, lt lS consrdered that

..a reglstratlon system for serv1ce marks 1s necessary for a
“more satlsfactory protectlon of serv1ce‘marxs. The

meosslblllty of establlshlng such reglstratlon system is

“ﬂstlll belng studled and grooed for. In the present court

case,_such a stralned 1nterpretatlon as to extend the

”effects of a trademark rlght to the domaln of _services
wwould not have been neceSsary lf a reglstratlon system for

serv1ce mar&s nad been establlshed Furtnermore, numerous

CRWEIENS

... new types of servxce buslneSs are exoected to be created

., 38 the dlstrlbutlon 1ndustry contlnues to expand and the

ﬂfcourt w1ll be lncreas1ngly forced to 1nteroret and apply

1aws to novel 51tuatlons brought about by such expanslon

_It lS tnerefore strongly hoped that a reglstratlon system

Bt

N¢for service, marks w1ll be establlshed as early as possxble

“‘for the preventlon and resolutlon of dlsoutes 1nvolV1ng

-nxserv1ce marxs.

. Under sucn c1rcumstances, Japan has de01ded to Lntroduce a

Lreglstratlon system for serv1ce marks 1n the future

although what 1ts flnal form w1ll be has not yet been

clearly shown For a fully effectlve orotectlon of

1 .
!

50

servrce marks there ars many factors to be taken 1nto
consideration in shaping the new system. Following are

some of the important factors to be considered:

- 13 -




(1) Pefintion of "serv1ce“-rm_ ‘ o
.,O Wlll it be llMlted so servxces“as‘a.buelnessror
wrll rt lso 1nclude froe ser:vu:e:-»""’__w__=
o Wlll rtialso 1nclude:servrces 1nc1dental to the
_ manufacture and aalejof the goods’
:@é);mneflnltlon of serv1ce mark“;

° Wlll lt be llmlted to a word dev1ce or symbol or a

comblnatlon thereof or w1ll 1t also 1nc1ude a three
dlmenSLOnal or acoustic ;_:nresem:atx.on'J :
{3) Cross-search with trademar&s._rr H'

o] Will a cross search w1th trademarks b= conducted

i:wnere there 1s llkellhood of conEuSLOn between
:eerv1ces and goods° |

E':(.4‘).”Extent of serv1ce marﬁ rrgbt.

o Nlll 1t be effectlve througnout tne country or wrll

lqlt be llmlted to a certaln area jor areas or to the

."ﬁkoartlcular arsa where the marn lS used’ o
_k§5m”nght to use by v1rtue of Drlor use: “ o
V“i;o Wlll such rlght to use be glven to a Qersen cho was
J ;uSLng the serv1ce mark 51nce before the flllng of

an appllcatlon for reglstratron thereof by anotner

party? If it w1ll, must the service mark be
well-known?
(6) Transitional provisiongh: -

.9 Will a priority filing date (priority in

registration) be givan to a person who has been
using'the mark in good faith since before the
effective date of the law?

-~ 14 -
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introductlon of the new system.

(73 Desxgnatlon of serv1ce:‘ﬁ o

- ‘o It is exp cted that llke 1n the case of trademarﬁs,
some form of claSSLflcatlon of serv1ces
:(1nternatlona1 cla551f1catlon, domestlc
cla551f1cat10n, etc. ) may be adoeted | Wlll a
general deslgnatlon of services be permltted or

ig_w1ll the de51gnatlon be llmlted to tnose services

ifer whlch the partlcular service mark 1s being

actualTv used7

(8) Form of leglslatlon-ww

"0 Wlll a seoarate law for the orotectlon of service
'ma*ks be enacted or w111 only the Trademarx Law and

the Unfair cOmpetltlon Preventlon Law bo partly
amended for thls pukééé o |

Thete‘may be varlous other oroolems to be solved than

those llSted above In any event 1t w111 be 1moortant in

formulatlng a reglstratlon syatem for serv1ce marks to

'fully study the SLtuatlons in Eorelgn countrles whlch

‘already have tne serv1ce mark system and to ensure that

there w111 be no serlous confus10ns or dlsoutes due to the

LR
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Notes

1..
Section 2 of T:ademarklpaw;
(l):"Tna@gma;hiﬁuiq:thigVLameeans tpg.chq;qugra,,ﬁiggres

or. signs-or any combination thereof or any combination. thereof

and colors (hereinafter referred to as a !'mark" which are used

on goods by a person who. produces, processes, certifies or .

assigns sugh goods in the course of trade.

(2) "Registered trademark" in gpisﬂ;awﬁmgans a_trademgﬁg*&
for which a:trademark registration has been effected.
- (3) "Use" with~re§9¢s§et°»agmaﬁkcén,thiSfL%%'mea%% any .of
the following .acks::
(1) acts of applying the mark on the goods or their
cpackaging; |
(i) acts of assigning, delivering, displaying for the
purpose of .assignment or.delivery, or importing, the goods on.
which.or on.the.packaging. of which a mark has been applied; .
- tiil) acts of displaying or.distributing advertisements,,
price lists or business papers relating to the googs;pn W?ifh]a

mark has been applied.

- 16 -
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2. b Ll ' _ | l
Section 25 of Trademark Law

Tha owner of a trademark rignt shall have an exclusive
righﬁ to use the registered ﬁrademark”withxkespéCE €0 tha T
ﬁééﬁgﬁétéaw§5adéfﬁ”Hoﬁévéf}“Whefé:tﬁe‘Erédémérk’fléhﬁ‘is-
‘subject £o a ‘Fight of excliusive ‘use, this provision shall not™
asely to' the Gktent that the owner of that right tas an 0 fo°

exclusive right ‘to ‘ude the registersd tradedark. » +-

Sectidn 36 of Trademark Law

(1) The owner of & trademark right ‘or of ‘& right of =~
exclusive use may reqguire a person who is infringing or is
likéiﬁitéffﬁféidgéiéhérfréééﬁafk*fighﬁ”bf3ri§HEf6ffékclusive

use to discontinue or refrain from such infringement. = "

(2) The owner of a trademark right or a right of~¢iélﬁ§ivg
7 use ‘who 'is éétihé'ﬁn&erVﬁhe”bfedéding;subééCtiOn’may'déménd the .
déétfﬁéﬁfoﬁ”afiéﬁé’aftiéléé by which'the a¢t of infringémedt
-was'Eaamitteai*ﬁhé‘femoval*of“ﬁhé facilitiés uséd for thHe ‘act
of “infringement ; brfdthe;’méésufeg“néééSSafyito“p:éveﬁ&?the

“ingringedent. "

- 17 =
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Sectlon 37 of Trademark Law _

ko

he follow1ng acts shall be deemed to be an Lnfrlngement

oE a. trademark rlght or, of a rlght oE exclusuro use-“vﬂlﬁ_ r=,
{i) actswdf derdg.a-tradeaark eidrgar.to thehreéretered
trademark on the designated goods or of using the registsred
trademark or a similar trademark on goods similar to the
designated goods; |
(11) acts of holdlng,_for the purposerof a851§nment‘orv

dellvery, of the designated goode or 51m11ar goods on wnlch or

on the packaglng of which tne reglbtered trademarﬂ or a 31m11ar

trademarﬂ has been applled““

(111) acts of holdlng of artlcles bearlng a r»oroductlon

of tne reglstered trademark or a 31m11ar trademarkufor the
ourpose of u51ng suﬂh trademarﬁ on tha de51gnated goods or_u””
551m11ar goods- ! : ) | | o
{iv) acts of aSSLgnlnghor dellverlng, or holdlng for the'
purpose of a551gnment ot aelgnment or, dellﬁcry, of art1c1e5<.
bearlng a reoroductlon of the reglstered trademarﬁ or a 31m11ar
trademarﬁ for the purpose of causing such trademarx to be used
"on the designated goods or similar goods; -
(v) acts of manufacturlng or 1moort1ng of artlcles bearlng

a reoroductlon of the reglstered trademarn or a SLmllar

trademar& for the purpose of usrng such trademark or cauSLng

i i o be used on the des;gnated goode -OF:- 51m11ar goods_

- 18 -
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eIivering or

(vi) acts of manufacturlng, aSSLgnlng,
imoortlng, in the course of trade, of artlcles to be used
exclu51v=ly for manufacturlng artlcles bearlng a reproductlon‘

of thes registered trademark or a similar trademark.

3.
Section 26 of Trademark Law
"”{*i“&ﬁé‘éffeét 6£'éﬁéftééaeséfk‘fiéﬁﬁ”énail”ﬁdt aitend to
.the follow1ngrtrademarks- | - s

(1) trademarﬂs lndlcatlng, in a common way, one s ‘own

'oortralt, name, famous pseudonym, prOfESSlOnal ‘hame’ or pen
nahe; or a famous abbreV1atlon thereof ‘ R R
.(11) trademarks lndlcatlng, in'a coumon Qay, Eﬁé“éoﬁﬁén:"
namc,'orlgln, place of sale, quallty, raw materlals éffieééy}
use, guantity, shape or prlce of the desxgnated goods concerned
or goods 51m11ar thereto,'or the method or tlme of o
anufacturlng, proceSSLng or u51ng such goods-ila:w
; (111) trademarﬁs customarlly used on the deSLQnated goods

or goods 51mllar thereto.

-(2) Paragraph (1) of the precedlng subsectlon shall not
apply where, after reglstratlon of tne establlshment of ‘the

trademar& rlght one s own portralt name, famous pseudonym,"

'“W”profe551onal ‘name é"o?: pen name, -or-a*famous- abbrevlatlonA
_thersof, has been used with the intention of vieclating the

rules of fair competition.
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4,
Section 32 of Trademarﬂ Law

(1)Where, from a tlme prior to the filing by another

person of a trade,ark application and without any intention of

connected with ﬁgiibusiness at the time of filfng of the
trademark application, such person shall have a right to use
the trademark oﬁftﬂe said goods provided that he does so
continuously. The same shall apply in the case of aQerson who

has succeaded to the business concerned.

7.(2) Tne owner of the trademark rlght or, of a right of

excluelve use may request the person havxng a rlgntw
trademarx under tae orecedlng subsectlon to marﬁ his goods w1th

a sultable 1nd1catlon so as to orcvent any confus;on betwen the

- goods connected w1th the ‘owner's bu51ness'and those connected

w1th the other person s bu51ness
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Mark I

SRR

Drawing ”'ﬁééiséfation“Nbfwédbboi””

(October 29, 1962)

Publlcatlon No 1962 10943
U Mareh 29, 1962)‘ '

':Appllcatlon No 1961 10990

”7(Apr11 17 1962) o
‘UCIass 32- R

"Meat Eggs, Sea Foods,

Vegetables, Fruits,

Processed .Foods .
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FINDING OF INVENTIVE

STEP AND PRACTICES THEREOF

Japanese Group, Commlttee No l
Subcommittee No.4

" YOSHIAKI MATSUI

- LIKDYA UEDA,
 BUNSAKU ITO

KUNIO HIRABAYASHI
TOSHTHIKO AKTIYAMA,
KAZUHIKO OKADA, . - -
YOSHIHARU SAKAGUCHI

"Mltsublshl Rayon Co.;_Ltd o

?*Fujl Heavy Industries, Ltd.'

: Ube: Industries,. Ltd..
Aisin Seiki Co., Ltd

- “Mitsubishi' Electric’ Corporatlon R
.- Mitsubighi:Chemical Industries, Litd. .«

Ebara Corporatlon

.,;ABSTRACT;};W,;Wﬁ

" The ‘inventive step of ‘an ‘invention’ should be determined ™
fundamentally on.the basis of. the degree of difficulties:
solved by its 1nventor or inventors upon COmpletlon of the e

inventioni: ' This is,

advantageous effects,

“‘however; not easy work’as~a matter- of
" fact....It-is hence- a routine practlce to-determine. the.
inventive step of an. 1nvent10n 1n view of 1ts objects

ete.”

; The present- paper outlines. the current situation- of.
determlnatlon of 1nvent1ve step on the ba51s of recent .
Judgements” of the’ Tokyo ngh Court in which’the” inventive $tep

‘was determined .especially.in:view; of. advantageous effects- out-

of factors generally taken 1nto account 1n such a routlne e

practlce;~

(1] Constltutlonal alm of Sectlon 29 (2) of the Patent Act j:

(Inventlve Step)

_ Regardlng the 1nvent1ve step of 1nventlons .
'-regulated 1n Sectlon 29 (2) of the Patent Act to the effect -

'1t

that “where an 1nventlon could ea91ly have been made on the

_baSlS of an 1nventlon or 1nvent10ns referred to 1n subsectlon

(1) (1 e.,van 1nventlon or 1nventlon5 known or worked publlcly

in Japan or descrlbed in a publlcatlon dlstrlbuted in Japan or

elsewhere), a patent shall not be, granted for such an ‘
' Vnstltutlonal

1nventlon notw hstantlng subsectlon (l)"‘

he

to the develoPment of the 1ndustry whlch 1s the prlmary _
ob]ectlve of the patent system but w1ll prevent lt on the N ;:
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contrary.

[II] Standard employed.generallv forrtheldeternlnation of :
inventive step: TR T

The inventive step of an invention is concerned with the
degree of dlfflcultles whlch the 1nventor or 1nventors should
have solved successfully for the completlon of the 1nvent10n.

.Theoretlcally, ‘the. process of: completlon of: an 1nventlon

should therefore be taken 1nto prlmary con51deratlon upon i

determination of its 1nvent1ve step "It should hence be
determined by the degree of ‘the difficulties of the process
whether. the invention has: sufficient inventive step or not.
As-a- practlcal matter 1t 1s however not very easy to
'determlne the degree of dlfflcultles Wthh an 1nventor or. ..
1nventors had to overcome ‘for the completlon ‘of* an lnventlon.

‘ Accordlngly, it is usually practrsedxby the. Patent Offlcerand;
Courts: to determlne the degree of dlfflcultles solved for the

COmpletlon of an lnventlon 1n other words the 1nvent,ve s£é§

of'the’ 1nvent10n 1n v1ew of- ltS objects and advantageous

_ effects. Accordlng to a standard which is’ w1dely sdoptedj,
these days upon determination of the inventive step of an
'1nvent1on 1n v1ew of its ob]ects and/or advantageous effects
it is determlned flrst of ‘all" whether the objects and/or

'advantageous effects could be ea51ly expected by those skllled
in the art 1n the llght of the technlcal level at the tlme of
its flllng and the 1nvent10n 1s then con61dered to have o

suff1c1ent 1nvent1ve step where the objects and/or'

advantageous effects are not found to be predlctable eas;ly
but otherw1se 1s cons;dered to lack suff1c1ent 1nvent1ve step

1nvent1ve ste" ‘

[III] Present srtuatlon of determlnatlon

' Fr'm'Judgements dellvered r“cently 4 e Tokyo ngh

7Court ulth respect to su1ts for ‘the revocatlon of flnal

o

rej

ons 1n trlals 16 cases have been selected as typlcal ;

examples 1n wzlch the 1nvent1ve step was determlned espe01ally

in v1ew of advantageous effects out of factors generally taken

into account in the above-mentioned routine practlce.' These
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cases will:next: be c13551f1ed 1nto the. follow1ng four types of
10! (b)
inventions.on different-or limited.use; : {c) 1nventlons on

inventions: (a) comblnatlon or SUbStltuthn 1nven

changee;or;limitationsato numeral_valqe,tehape,_arrquemenpf
material, etc.; and;(d}gselectionuinventions,‘eo,eerto_shoguki
the: current situation.of . determination of«inventive,step.byg”;
the Tokyo:High Court. -Within the scope of the present. .
1nvestlgat10n there was.no-court case in which the: 1nvent1ve
step of ;an invention of the typei(b).was afﬁ;rmed‘by;the*,.fhé
Courtu . . ;:imu ; : !

fIXII-1] .. Court cases ‘in-which.the inventive step was affirmed
' - -~as having:brought.-about..cutstanding advantageous . . ..

effectsuunpredictabléuby those-skilled in the:art:,;

(a) Combination or:substitution inventions: . -

(1) Showa 53 Nen (Gyoke) No. 86 (CASE_FOR ELECTROCONDUCT IVE
. :PAPER) ‘April 6, .1983. SRR o S
Although the flrst reference contalns descrlptlons for

electroconductive paper .using a.polymer: of. quarternary
ammonium.salt as an eleectrifying-agent, it-.contains.no. . ...

descriptions for. the:use:of. a specific.polymer of. quarternary

ammonium salt-used:in-the.present 1nventrenﬂ_ Althqqgh.theﬁw_w
second reference contains descriptions for.the speq;ﬁic,mff

polymer-of:quarternary. ammonium salt: used:in the present . . '_
invention,: it: lacks in the:descriptions- for: the application: .

use thereof.: .-

In:the present.dinvention, a spec1f1c polymer of:

quarternary ammonium- salt; represented by . the general formula

is used as:the electrifying: agent, by which. particular effects
can be provided, for example, high conductivity, .less..

=eyariation-—-in-the-conductivity-due.to.the change.of. relatlve

humidity, causing no unde51rable odors orno change 1n the i

background color, which can not be obtalned by the
electroconductlve paper as described in the flrst reference
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_(2) “Showa ‘56 Nén ™~ (GypKe) No 287~ (CASE ‘FOR LAMINATE)
“September “27, 1984~ W ey .
Refeérénce 'l descéribes a laminate cdmpriéihé atlayer i

composed “of ‘a‘nylon‘or -acetic acid ~ vinyl type:polymer-and-a:
layer composed ‘of ahxethylene/maléic“anﬁydride typemcopolymer\
(random- copolymer) “and“the 'reférence:-2- descrlbes -a laminate:
comprlslng “ar layer composed of'a nylon ‘and’ a’‘layer  composed of
polyoleflnlc graft cépolymer . “Howéver; the inter-layeér:z:oii
bondability”iﬁ”ééﬁual laminates’is remarkably différent -
depending on the combination of materials to be laminated.
The present invention provides a remarkable effect capable of
bBtaining an excéllent inter=layer bondability that ‘can!not be
antiéiﬁétea*ffdm.theﬁinventions;déséribediinfthe&references
(méfé?théﬁ‘ten”ﬁimééﬁof?that"infﬁhé Reference~1}; by
laminating a layer composed of an acetic acid vinyl type

polymer and a layei*compdéedﬂofVa5pbiYQlEfinicugfaft;‘J?B
copolymer.

'(3) Showa 60 Nen (GyoKe) No. 13 (CASE FOR PERMANENT MAGNET)
“Marcéh 25,7 1987 o I
Reference  1°describesyan RC type sintered magnet material

and_Reference-2 describes a plastic magnet prepared by adding.
carbon’as low friction material thereby’ improving the magnetic
property due to the physical change of increasing the density:
of the magnet. However, the present invention concerns a . :- -
-sinteréd*magﬁEtFin Whicﬁfthevmagnétic“propertyéis improved”
with no: substantlal change in the magnetic den51ty by the:
chemical change of bonding carbon with other 1ngred1ent
elements thereby forming a carbide and,- accordingly;: the
préééﬁt‘inbenfibh‘ié‘different”frOM'thé”iﬂventibn'in‘Reference
'éf in view ‘of the: purpose and the’ functlon and: effect: of -
addlng carbon.-"' IERESE A L R :

(4) “'Showa 54 Nen (Gyoke) No 72 (CASE FOR ANALOG CONTROLLERLw
October 23 1986 N R N R

162




p.5

The controller.of the cited.reference .is similar to the . .
controller of -the present 1nventlon prov1ded that the .

integrator .thereof is. substituted by .a. -direct current ..... ..
_ampllfler Jdncorpeoratirng .a parallel condenser Whereas the .
controller of the present invention .is _an: analog controller of
a parallel feedback operation system incorporating a condenser
in. each of: the - 1nput 1mpedance 01rcu1t and feedback: 1mpedance.
‘circuit of the- oPeratlonal ampllfler the controller_of the

cited reference .is merely -a- controller haV1ng a.series .
connact;pnloﬁlaadﬁfﬁerentla;;nQ;cencuatr@ndranrlnﬁegratans;;;a

circuit .even.if such a substitution is.possible. .In the ... .

controller of the present 1nvent1on, only Aa. rharge S e o
corresponding; to, a: dev1at10n is- stored in theTcondenser of the
input .impedance ;circuit ;in the manual.control mode as well as .

- in the;automatic control mode. Therefore, ‘the, control _
‘cperation is affected by nothlng when .the control mode is -.
changed . from the manual .control.mode to.the automatic. control,
mode. Furthermore, sincé no resistance is provided in.the . ..
line -interconnecting the mode, seleotor switch-and the . .
operational .amplifier, the. analog;controller :0f the present
inventiqn.is:capaéle;Of,alwa2$‘exeeqtlng_h;ghly,rgsponexwe-and

accurate manual contrel operation. .. . .- ..o

(c) :.Inventions on changes or .limitations to numeral value, . .

shape, arrangement, material, etc: ... ..

(1) Showa 55 Nen . (GyoKe) No. 76 (CASE FOR. THE PRODUCTION
PROCESS. FOR. ACICULAR -PITCH COKES) ; March 29, 1985 . : :
-..The .invention .of : the .reference comprlses adding, aromatlo.'

petreleum. 1ngred1ents to coal tar .pitches to precipitate. ..
insoluble materials. by reducing their ;viscosity and .then . ..

removing the insoluble materials by filtration, dlstlllatlon

w-centrifugal separation,.. whereas kthe presentalnventlon _

comprlses addlng petroleum type heavy

to form 1nsoluble pre01p1tatlon products and the separatlng
them by standing still, decantatlon, eto., Accordlngly, khe
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présentfinventidn’is'different*frbm the invention of th&™
reference, in- View of ‘the" purpose of using and-the function of
the additives and provides a remarkable ‘effect‘capable of -

removing “the’ “insolublé: materlals ‘with ‘ease -as" compared with
the method of the reference. a o .

(2 ) “Showa 56 Nen (Gyoke) No. 80 (CASE“FOR VIBRATION DETECTING
“AND MEASURING APPARATUS) " November 17, 1983 - z
The'apparatus-of “the clted'reference~has~a~spherfca1 -

detectlng ‘éTement magnetically’ attracted to the upper" part of

' a detecting box, 'and ‘the distance between the: detectlng
element and a permanent magnet is adjusted to ‘detect
vibrations  in the’ dlrect10n5“pf three~axe5'from~thewdrop of
the detecting élement. ‘However, this ‘apparatis ‘is‘unable ‘to '
receive vibrationewunifbrmly'ih ali“themdirectidns:through'

360° in a horizontal plane;’ namely, the apparatus is not:

nondirec¢tional in: respect of the receptlon ‘of vibrations in a
horizontal plarie.’ T B

On the other hand, the apparatus of ‘the present ‘invention
empléys ‘dicylindrical ‘detécting elemeént, -whiéh!isvsuspendediin
the detecting box by the agency of- magnetlsm and henee the™
apparatus is nondirectional. ' BRI o

Although nothing is stated in the specification of the
presentmlnventlon.aboutxthe»apparatus:hav1ng nondirectidénal -
characteristics and nothing is stated in‘thé ¢laim about”
disposing a magnet at the center of the detecting element to
provide the apparatus with nondirectional charécteristics, it
is obvious ‘to those 'skilled 'in the art from the apperded’
drawings ‘and the description that the “apparatus of the’present
invention is nondirectional and ‘that the magnet needs to be. -
dlsposed ‘at ‘the ‘center of the detectlng element ‘to 'make ‘the:
apparatus effectlve. EAE I oS e

(3) Showa 57 ‘Nen: (Gyoke) No 275 (CASE FOR EXTRA CLOSE “HP ZOOM
LENS SYSTEM) “Fébruary 24, 1987
“iIn-thé'invention of “the crted“referencé{rthe*zddm unitiis

164




fixed .and..the master unitis-movable whereas,. accordlng to the
present .dinvention, : the Tmaster unit lS fixed and the zoom unlt
'is movable. Thus, the invention of the, 01ted reference and ;
the, present invention are, dlfferent from each other in the
movable . .unit, and. are completely contrary to each other in, .
respect .of.. 1ncreas1ng or decreaslng ‘the interval between the”
zoom unit and the master unit. . S .

;.1 It.is: a remarkable advantage . of the zoom lens system of
the present 1nvent10n, that .the length of the zoom lens system
igs small in the most frequently used ordlnary taklng operatlon
Iand is formed in a compact construction.

Although the zcom lens system of the present inventionw
has a disadvantage that the construction is complex and _‘:w
fragile, the zoom lens system has a significant advantage that
the same is .formed in a compact . construction, ‘which:is must-
not be compared with the foregeing disadvantage unless the. .
dlsadvantage is hlghly s;gnlflcant as compared with the -
advantage. Accordlngly, the favorable evaluation of the
advantage of the present invention is not affected at all by
the-disadvantage which-is insignificant as compared with the

advantage, -

(d) Selection inventions:. .

(1) .Showa.56 Nen (Gyoke) No. 281 (CASE FOR LAMINATE)
February 28, 1984 o B
~The reference descrlbes a lamlante in whlch a.

carboxyl containing polyolefin. (metal-containing copolymer) is
present between a metal and an ethylenic polymer‘anc.shows_the
bonding strength for the case where the neutrali;ationldegree
in the metal-containing,copolymer is. from.0 mol¥ to several .
tens.mol% in.the drawlng_based'on the\data_ﬁltn conctete_" |

= AUMSEICaL VBLUG . s ; S S S

- ~-However,;. it .does: not show a spe01f1c bondlng strength ;j
" within..the.range of. the -neutralization degree. from.1l:to 10,
mol% as-.selected in. the present. 1nvent10n ‘based . on data w1th
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concrete numerlcal values and it descrlbes ‘as’ a conc1u51on
that "the bondablllty is apparently reduced by neutrallzlng
effectlve carboxyl groups"'": ‘ SoEes R :

“While on the othér hand, the present -invention ‘provides’
remarkable functlon and effect not’ ant1c1pated by “those'
_skllled ‘in the art” that the bondlng strength is remarkably
1mproved by the selection.of the above-mentioned
neutralization" degree in the- metal contalnlng copolymer ‘that
“15 not descrlbed concretely in the reference.-""‘a

Néﬁtfaliéaticnm'“f R O U S AU L
&egree (mol%) -0 0.7 L5 22,5 . 4.5 .9.2..12.5 50

B°“d1n9 strenth 500 © 1.8 2.7 41 4.7 - 257 0.8 3

(2)  Sﬁowa-ggzﬁéh.(GYOkéy-Nd-54”(CASEwFOR.ELECTRfC“CONTACT'
MATERIAL FOR AN AIR BREAK SWITCH) September 25,1986 "~
The electric contact material of the cited reference is

' manufactured through an internal oxidation process.: The
electric contact materlal contalns silver as the main
component ‘0.5 to 6. peré&ént in welght of ‘one. or miore. main
oxides among SnOz, Zno and In203, and 0.1'to- 2:percent in

welght of oneor: more of aux111ary ‘oxides’ among "MgO, Mn304 and -

1N10 ‘and the content’ of tHe ‘oxides "in" total is Qq 6 ‘Lo 7
'percent ‘in’ welght. A R
~On ‘the ‘other hand ‘the ‘electric contadt matéfial of the®
present ‘invention employs ‘a specific’ system namely,-
51lver/1nd1um ox1de/stannous ox1de/manganese 0x1de, which ig"~
Dot

the 01ted-reference, ‘and’ the'respect1ve-contents~of ‘the 'main®
oxidés and the auxiliary oxides of the ‘electric’ contact: -
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“orantimoniumtoxide:

material -of the’present invention are-atileast 9.7%.
Therefore, the‘electric:.contact:material-of the:present.’ .z
invention:-has excellent wear resistance; weld resistance; melt
resisténceﬁand;conductivity"in:highﬂcurrentzapplications«df

[1II1-2]1 Court cases in which the inventive step was negated
st sas failing.to bring about -any:advantageous effects

beyond those predlctable eas;;y byﬁthose skilled in
~therart::

(a) ~Combination-or substitution inventions:.::.:

(1) Showa 60 Nen (Gyoke). No. 53 (CASE FOR:FLAME RETARDANT
‘RESIN: COMPOSITION) : December: 18;.:1987" .
The present: invention:concerns:a resin composition:-in =:

which chlorinated polyethylene, tetrabromophenol-A:and

antimonium trioxide:are:blended each:.in a specified- amount .as.
flame retarding. agents’ tora-specific.resin such as.a-blend:of:
‘an emylsion:polymerization ABS resinwand“a'SuspenSionr-~ i
polymerization-AS:resin,-and:the present invention:.can provide

an impact-shockiresistant. .resin composition~ofzfavérable;e G
balance inthe’ phy51ca1 property .and. of.: hlghly flame i iil
retardancy : : EERE - '

'rHowever;nReferencevl deScribesxthatxanhigh flame:
retardancy'éanﬁbe-provided while.maintaining the’essential
feature*bf»é«polyethylene-resin by blending the same kind. of:
the flame retarding agent:as"in the present invention:-also:to;
~ the samerextent as in:the present inventioniwith the -
polystyrene resini: Further;:RReference: 2 describes a flame: -
retardant polystyrene resin in:which a flame retarding:agent :
similar to that’'in.the present invention. (¢chlorinated . : -
polyethylene, halogenated aliphatic hydrocarbon and

(including impact shock:polystyrene:and-the resin’according to
-the“preséntfihvention).anFurthermoreg:sinceiitshadbbeenvﬂ
- well=known prior.:to:the filing:of: the present invention that:.
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the blend resin according to the:present-invention had! .
excellent physical property,:it-is.considered that the:present
invention:could have been attained:with ease. by those skilled
in thevart'on the 'basis:of References 1 and-2:and~that-the’ -~
effect obtained thereby can not be said remarkable.

(2)7 -Showa 60 .Nen (GyoKe} No. 113 (CASE FOR NON SELF-COLOR
: DEVELOPING COPY ‘PAPER): January:29; 1987 ol
The present invention concerns a pressure-sensitive and

heat-sensitive transfer paper with no self-color developing
property containing "2-v-chloroanilino=6=dialkylflucran as a -
black ceolor developing reactive colorless substance.
" However, the reference describes == - . oo
“w2-p-chloroanilino-6-diethylflucran™ which is different’ from
the reactiversubstance in the present.invention only with -
respect to:the position of the chloro substituents as: the - .
green’ color :developing reactive colorless:substance for .. -
pressure-sensitive transfer paper.and; further, it also
describes  that various kinds of fluoran: compounds::develop:
various colors depending,dn_the'developets-emp10yed,-wThen,fit
had been known so. far. thatthe fluoran.cbmpounds.develop-;
different colors even if the structure is-slightly different..
In view of the above, it would be obvious to those skilled-in: .
the art to make undertake a constitution for obtaining.black
color develoﬁing pressure-sensitive and heat-sensitive
transfer'paper by transferring the pbsition of the chloro =
substituent in thé fluoran compound: of- the reference to the: i’
o-positionvas in the'present inventioniand by properly -
selecting a color. developer,. and it may be said that neither .
the-effect of the black color developing property and. the non:
self-coloring property is ' particularly remarkable.

(3) showa 59 Nen’ (Gyoke)- No. 130 (CASE OF THROAT PLATE-FOR AN
-+ OVERLOCK: SEWING MACHINE) - “September 29, 1986 IR
Accordingito’ the.present invention,: a:thread slide-member

is!provided-on:a throat:.plate:.so as to beimovable toward and-
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away from the side surface of a thread. supportlng member
whereas, +in-. the 1nventlon of the c1ted reference l .a. thread
slide. member: s disposed. above a. thread . supporting member, nd
the thread sllde member 1s prov1ded on a. presser member soﬁaei
to be movable.toward and away,from the.thread supportlng .
member with respect to a cross— stltchlng dlrectlon. Thus nthe
present. invention.and the invention of the cited referenoe_lnh
are .identical in.arrangement. except the dlsp051tlon of theyegr
‘thread slide. member.;_ , e : - e h
...+ The. 01ted reference, 2 dlscloses technlcal means in. whlch
a thread slide. member is. provrded on.the side surface of a
,thread Supportlng member .on a throat. plate and the thread
slide member is. movable relative to; the. thread supporting .
member_ din all drrect;cns Other_than:the_orpss_st;tohrng.kfp_m
.dlrectlon.‘ s : . o . . .
Accordlngly,_constltutlng the throat plate of the present
invention. through the. employment of the technical means of the
cited references 1 and 2 instead of the Wellfknown‘technioalﬁ
means in which the width of cross stitches is adjusted by
~varying the width of the thread slide member of an. 1ntegral 0
form can easily be made by those skilled in the art.
Furthermore the ‘technical means of. the present -
1nvent10n as: well as well known technlcal means haszj;
advantages that the workplece is not crumpled the'workpiece
does not fluctuate, vertlcally -and. the workpiece is, supported
in a flat position,..and ellmlnates the dlsadvantages of the . .
well-known technical means that changing .the thread slide . ...
. member requrres -a troublesome work,. many, thread sllde .members
of mlnutely_dlfﬁerent;w1dths,andmthe_assoclated_parts“must‘be
reserved.and-indexingurequire,a troublesome work.. However, .
these advantageous. effects of the present invention do not .
exceed the total effect of the well-known teohnlcal means. and

naturally be expected. . -

(4) Showa 59 Nen (Gyoke) No. 146 (CASE FOR PRINTINGTQA;,ﬁplj
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ADPARATUS) - February' 23; 1987
When the comblnatlon Bf" cited references 2 and: 3, and the

'present ‘invention’are’ compared in' terms' of ‘the respective’’
constitutions of the' printing member, the’ prlntlng member
operating mechanism, ‘the printing: mémber® shifting mechanism
‘and the*bonﬁrcl”ﬁécﬁanisﬁ3for?tontfdlringfthe=dperat10n of ‘the
mechanlsms among the’ flve components ‘of the’ dot’ printer, the'”
différence between the combination’ of tHe® cited references 2%
and 3, and the present invention is only 1n=Employrng'erther“a
recording pin (print wire)” or a hammer®-as’ the printing member.
Furthermore, since the ‘citeéd referérce 1 discloses a printihg:
appératus’employing1a“hahmer drivenbe“aﬁ‘éléctromagnet:“there
is no dlfflculty in rep1a01ng ‘the recordlng p1n with'a" hammer.

Accordlngly, the’ present invention is deemed to’ have been’made
on the basis of a comblnatlon of the techniques disclosed “in ™
‘the’ c1ted réferences 1 t6 3, and hence ‘the effect: thereof is
‘of a ‘level which can naturally be expected from the c1ted
references 1 to 3. ' : .

(b)finrentions‘Onfdifferent‘cr'limited*use!

(1) Showa 58 ‘Nen (Gyoke) No. 74°(CASE' FOR LARGE-SCALED CAN
FOR USE IN COPPER COMPOUND CONTAINING LIQUID) July 307
"The present inverition conderns ™a large-‘scaled can Ffor

use’'in copper compound—contalnlng llquld of ‘a’ predetermined -
'structure ‘in ‘whic¢h a ‘body portlon and upper’ and ‘lower’ plates
are’ prepared from steel plates ‘applied with copper ‘plating -
layers ‘on’ ‘the surfaces correspondlng “to’ theé inside of the -
‘can” :and a safety “can ‘excellerit “in‘corrosion resistande i
agalnst copper compound—contalnlng llquld ‘can’ be obtalned
accordlng to the present invention. - ¢ T e s ‘

Howeyer ‘since the ‘reference descrlbes the - same structure

of a can as that in the present 1nvent10n, the-copper platlng
had been well-known as a material excellent in corrosion
resistance, workability and having exterided industrial '’
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applicationEuses;*and“aﬂcan using surface treated plates’
applied*with silver plating had-been’well-known, it can not:be
said that any particular difficulty is present in-constituting
a’can’not suffering from’ corrosion’with:the material to be
contained by using steel plates applied with copper plate to
the surface corresponding to the inside depending. on the
corrosive nature:of material to be Contained. =
Furthermore, “since it belongs: to*a common knowledge:of -
_inorganicichemistry -that a'metal is not corroded if it dis. -
- immersed’ in a solution of a salt of the-identical'metal,
would be obvious to' those skilled in the art to restrict thei:
application-ise-&s "for use:’in a copper- compound- contalnlng
.lquLG" and ant1c1pate the” effect obtalned thereby '

(c) Inventions:on'changes or:limitations to numeral ‘value;-

shape, arrangement, material, etc.:

(1) Showa 42 Nen (Gyoke) No. 145 (CASE FOR CLEANING DEVICE FOR
" CLEANING. A ROTARY. CYLINDRICAL MEMBER FOR SUPPORTING:A ' :
YARN FOR SPINNING MACHINES):  March 1871971/ nnnss
This”invention provides "a’'¢léaning device comprising a

‘scraping member disposed with.one' edge thereof in linear: "'
contactiwith:a'rotary cylindrical member (drafting roller):and
with the surface of the other edge thereof located beforeithe”
cylindrical member with respect to”the direction:of rotation-
of the: cylindrical member intersecting a ‘tangential plane = '
including the:line of contact between the former edge and the"
cylindrical member”at an angle’ in'the range of 20 to 50°".
“‘A"deviéé“similarfto~that-ofithé"Qfésent invention:is . . .
disclosed in’the’¢ited reference. - The'devige of the present:
invention differs to some extent from the device of the'cited.
reference in that the scraping member of the present invention

_ scraping’ member of- the cited reférenceis formed:of:'a" -
coniparatively soft material,’ and that the“sc¢raping member:of: !
theé present’invention is® in' contact with the ecylindrical . . .-
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member-at a:specific angle.whereas nothing concerning: the' ...
poesitional relation:between the.scraping member and the.. ;@ ...
cylindrical member is-stated in the:cited reference. S
- However, the: difference-between-the.present: invention. and

the-cited .reference . in theﬂstructural-flex;b;llty of the:
scraping member is-merely a-matter-.of-degree and is.not. an ... -
essential-metter..;Both¢the scraping; member- of the present- ...
invention and that of-the.cited .reference are capable of-
scraping. waste: fibers off the cylindrical member {drafting ..
roller) and hence there:is no functional difference between..

- the scraping member of .the present invention and that of the .
cited reference. .Nothing;particular,concerning.theueffect;pf
limiting the.intersecting:angle to:the range of 20 to. 509 isi
stated in the specificatibn'of the present invention, and
there is- no evidence to.prove a: critical conceptlon._.

(d) Selection inventions:

(1)  Showa:59 Nen {(Gyoke) No.86. (cg_s_gm; OPTICAL SUR_VEY?:"[NG_
APPARATUS) October 28, 1986 Gt
~Stated. in the cited: reference is-an opt1ca1 Surveylng

apparatus comprising two.scale systems.for-the visual reading
of -measured values; illuminating means for illuminating the.. -
scales of the: scale systems from behind-the.same to.enable. ::
reading the scales, and an optical system for- visual reading.-
‘However, nothing is mentioned about (1) the use of a light l

emitting diede-which emits~light in-a narrow wavelength band
selected. from the spectrum of.visible rayqasaaxlight-eodrceyty
(2} employment. of a monochromatic; lens in the.reading optical

system, and.(3) means for -adjusting.time necessary for '

feadinge;=

. ‘However, .the possibility .of substituting.the lamp serving

as a lightfsourceﬂbyfaelight emitting;diode;ds;mentioned_in-uf

f“the'éité&areferenééﬁ'eﬁd]itfié{publicly'kheﬁnwfhetyﬁﬁeﬁEfefef}
1ight:emitting?diodesﬂwhich~emit visible rays: and other. light

_emitting-diodes_which emit invisible rays. :Accordingly, the:-
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light1emitting;diodextpﬁbexused—insteaduofnthevlampJcanwbezaa%'
light emitting ‘diode:which emits a wisible .ray..; In: the. .
monochromatic optical system, the lens need not be cemented : -
and hénce:the‘monochrbmatiCydpticalwsystem.is inexpensive,

However,: it is-a technical common: knowledge to use @ « -1 ::uuirn)

menochromatic optical: system when: monochromatic: light: is. used-
as a light- source,:therefore ‘the effect menticned above is: -z
merely a well-known:effect.:- - Cowa i : :

~: i+ Furthermore; it isipublicly:known:to provide: atimer.in: a
display. drivingicircuit of’ an electronic: computer .and to.
disconnect the:display unit: from: the power: :source in. a.-- . i:
predetermined -time: to redude:theﬂpowépwcqnsumptionroffthe
display unit..The applicationwofysuchfmeanéfﬁo'stopping the,.
‘lumirniance of the light source:of the.:surveying device after.a
time necessary’ for: reading..the:scale: has:elapsed.is merely: an:
idea which can be executed as occasion arises.

[Iv] Conclusion:

 Inventive step as stipulated under Section 29-(2) of the
Patent Act is the most important judicial issue, on which hot
dispute arises most often in suits before the Tokyo High Court
for the revocation of decisions of trials. In a majority of
the judgements of the Tokyo High Court studied, the
determination of inventive step was effected not only by
relying upon differences in constitution from prior art
inventions under consideration but also by taking into
paréllel consideration differences in advantageous effects.

The court cases reférred'to above were chosen while

_ pasying attention to avoid selection of too much cases from
~any particular one of the invention types or technical fields
{chemical, mechanical or electrical). Irrespective of the
type or technical field of an invention, the court has been

--found.to.rely upon.the conventional standard that inventive =~ =

step is affirmed where outstanding advantageous effeéts
- unpredictable by an artisan have been brought about even if it
looks easy to complete the invention itself but inventive step
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is: negated where:the'‘invention has: brought:about nothing more
than advantageous: effects which'are ea51ly predlctable by an
artisan. . B

ﬂAnykmore“specifiCﬂstanaardwfor:thewdetermination'ofui'~“
inventive istep has not been'found.: Namely; there is actually:
nbﬁspecifid}standard?establishedftordetermine'how.mUCh=v*;gm:x
advantageous ‘effects-arerequired to consider them-asibeing
outstanding unpredictably by an artisan;’becausé such & = u-i
'standard generally:varies from one technical field to another
and alsb}changesnas time:goes  on. : The issue of inventive: step
is therefore determined: case: by:case under’ -the:circumstances.:

Reference’ may be had-to: appendices, which contains:
specific data: of! two. court. casesoutiof the cases. in:which: the
inventive step: was affirmed:as'having-brotught about: i
6utspandingzadvantageousfeffectsmuhptedictabletby.anxantisan;v
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;Attqchment'l: fII1-11-(a)-(2): Showa 56 Nen (Gyocke) No..-287 :
(CASE 'FOR" LAMINATE)

[Abstract of the Judgement]

Referring to Exhibit A No. 16 {report for the experiment)
. and according to the result of the experiment comparing the
 peeling strength (bonding strength) in the case of lamlnatlng
the sheets comprising a graft .copeclymer prepared by -
‘copolymerizing maleic:acid -anhydride to-an ethylenefethyl-.:;
racrylate .random copolymer:. {ethyl acrylate unit content of .90%

by weight) ={maleic racid anhydllde»unitﬁgontent;Qf 0.9% by

-weight) -and comprising an“ethylenermaleic;acidﬂanhydride:ethyl
acrylate ‘random .copolymer::(ethyl-acrylate unit .content of 8.5%
‘by weight -and maleic -acid-anhydride unit content-of 3.5%.by:
weight) respectively to -a-sheet.of ‘a.resin layer A {an’ |
ethylene-vinyl -alcohol copolymer, with wvinyl alcohel .unit - .
content of :70. niol%, -that.is, a saponification product of an. ..
ethylene-vinyl :acetate copolymer) , it .is-recognized that the
peeling:strength ‘is:1365.g/cm for the maleicgacidwanhyd;ide ¢
graft copolymer .of:the ethylene — ethyl ‘acrylate random .
copolymer and 105 g/cm:for sthe ethylene - maleic acid- .: .. -
anhydride - ethyl acrylate random copolymer. : According :to -
this,: it .can:be said ‘that .the former copolymer prepared by ..
graft copolymerizing maleic-acid anhydride .(corresponding to
the resin layer Braccording to the present.invention) .is . .
remarkably excellent in view oflthepbonding:strengtthVer,the
resin layer A (the first layer in the first reference), as
compared with the copolymer in which maleic acid anhydride-is
copolymerized.at random: {corresponding.to :the secondglayerrbf
the first . reference). g ;

o SRS et s e
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Attacment 2: - {IIT=1]1-(d)=(2) Showad :59 Nen (Gvoke) No.54 {(CASE
FOR ELECTRIC*CONTACT-MATERIALiFOR ATR BREAK
SWITCHES)

[Excerpts from the patent publlcatlon of the present
1nventlon] ' ‘

Embodiment 1 oo oo P T S : :
A material for test contacts (a) containing:85:7% wt. @« .

silver, 10% wt. ‘indium; 0.3% wt. manganeseand 4% . wt.“tin, ‘and
a material for test contacts (b) containing 88% wt: silver, 5%

wt, indium, 2% wt,-manganese“éndt5%“wt;-tincweredmelted,-cast
‘and rolled in ‘plates each having a“thickness ‘of 1.5.mm. ::After
- ‘oxidizing the plates in an oxygen ‘atmosphere ati720°C for '
approximately 130 houfs,‘sampleﬁpiécés“eachihavingwausizeioftS
mm x 6 mm 'x 1.5 mm were cut out from the oxidized plates.
Then, the sample pieces were attached to copper bases:iby .-
brazing to provide test contacts. ‘The itest contacts were i::
subjected to“switchingﬂtests'for*fesistance"load_at*lOGV”AC;e
and 30A on an ‘ASTM type contact tester. ' Voltage drops across:
the test 'contacts iricluding the copper bases after 10000 time
of switching operation were 20 to 45 mv:for the test contacts
(a)”:and”25 to 50 mV for the test ‘contacts«(B). Tt was
confirmed from the results of -the switchingitests- that ‘the:

respective conductivities: of the‘test contacts are.
substantially the same as that of the conventional -
_51lver/cadm1um ‘oxide. contacts.f* R

Epbodiment "2 - _ SRR _
A material containingl0% wt. indium;0.06% -wt, sor Lo

manganese, 6% wt. tin and the rest of silver was ‘melted, cast
and cold-rolled in a plate of 2 mm in thickness. The plate
was subjected to internal oxidation 1n an oxygen atmosphere at”_

720°C for 200 hours. Sample pieces of 10 mm x 10 mm x 2 mm in
size were cut out from the oxidized plate. The sample pieces
were incorporated into an electromagnetic contactor of 60A
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frame «for .contact performance tests..  Test conditions were: .
voltage: -200V.-AC; currentintensity: . 370A, power factor: 0.5, .
and :switching frequency: 180 times per hour.. Test contacts. -
formed of .an internally‘oxidizedumaterial not containing tin .
'(51lVer 10% wt. indium, -0.06% -wt.. manganese) and test 3
contacts formed-of-a- conventional: materlal (Sleer, 13% wt.
cadmium oxide) -were subjected also to¢the,sw1tch;ng,tgstsVas‘_
controls.ywAfter;switqhinggloooo,times,;the:wearTGE.;he_teét .
contacts-and’voltage-drop, across. the .test contacts including
the bases when a current of 150A AC waS;supplied were. .

measured. The results of measurement are as follows.

ow s Testecontacts. . o o :';}g_ Wear!f?;V;dfoé"
{a):Silver/cadmium.oxide: oo oo . .. 500 mg. .. 105 mV ..

{b)=8ilver/indium. ox1de/manganese oxide .. ..340 mg = 115 mv, .
(c) silver/indium.oxide/manganese. . . it IR
‘oxide/stannous oxide.. .. . .. . . ... 310 mg . 120 mV .

Embodlment 3 ave i TR SR , L

79 materlal contalnlng 83 9ﬁ wt silver 10% wt. 1nd1um
Oal%awt,;manganesepand.10%.wt,;tlnawasgmegtgd cast. and rolled
in a plate:of-2:mm in:thickness: :The plate:was. subjected.to. .
internal:oxidatjion in; an oxygen.atmosphere at 7209C for .
approximately:100. hours.: Sample pieces of 5 mm x 6 mm.x- 2 mm_
in size were cut out from the: internally Qx;dlgggﬁp;a;ekuandru
then.thegsample;piecgsrwere,aﬁtaphed to. copper bases by .
brazing.to® form test contacts...'The test contacts.were.. . . ..
=subjectedmto.cincuitwbreaking*tests,a;Testycgndiﬁigﬁs were ...
voltage:-ZﬂOVnAC}JCurrent_intEnsity;.3000Awand:ppwer¢factqf,;;
0.4. TR :

Test contacts: formed of an alloy not contalnlng tln -
(93.9%: wt. silver,. 6% Wt.. indium, 0.1%. wt. manganese), those

wt. silver;: 6% wt: indium).and those, formed. of: the -

. conventional. :silver/cadmium .oxide material: contalnlng 13% wt._

- cadmium:oxide were: subjected also: o the circuit breaking .- ...
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tests ‘as controls.  Melt damages in the 'test contdcts wére:: -

examined after breaking the ¢ircuit twicde.  The test i contacts
formed of ‘the “internally oxidized alloy containing silver and:

indium (6% wt.) weré melted sSeriously and the:end portions: %

thereof, 'in-particular, wére worn ‘Significdntly."

‘The test contacts formed of-theé*alloy“containing
manganese melted slightly:  The ‘test cortacts formed of ‘the'
conventioﬁai'siIVer4oadmiﬁm?oxide material ‘containing 13% wt.o

 cadmium’ oxlde ~and’ those formed ‘'of the -material-of “the- present
invention™ contalnlng t1n ‘were not damaged P ol s

Embodiment 4
iR ‘material contalnlng 86% wt. silver, 6% wt., indium, 2%

wtl manganese and 6% wt. tin was melted, Cast‘and“rOlled*in?aT

plate ‘of 1.5 'mm"in thicknéss." Thén; the'plate was subjected
internal oxidation in an oxygen ‘atmosphere-at:*700°C" for - ‘
approx1mately 200 hours. Sample pieces - of 5 'mm X6 mm x' 1.5
mm in size were cut out from the internally oxidized plate,
the sample pleces were attached to copper bases by brazing: to
form-test contacts “and’ then”'the  testi contacts were subjected
to weld force tests under’test conditions::voltage: 220V-AC 60
Hz;$CUrfehtﬁiﬁtehsityﬁforest) 200A; contact pressure:’500 g,
resistanéé 18ad, éhd*éufféht'supplyfauration-ﬁl*sﬂcyélés;r~whe
weld force of the test contacts formed of the materials of thes
present 1nventlon was as low as 100- g TR BILE
not conta1n1ng~t1n‘(92% wt.7silveri 6% wt." Indrum,:z%gwt.
mangaﬁESeY“andVthbse*formed-of-the”oonVentionalisilver/cadmium
oxide (13% wt.' cadmium ‘oxide) were subjected also’/to the weld-

force tests as cohtrols. The measured weld force for the .7~ - -

formerfhsS”lSD“g“ana thét"for*the‘latter'w55550019'
The sxlver/lndlum oxlde/manganese oxide/stennous oxide
' Care’ usk “similarly o the:

conventional silver/cadmium ‘oxide: contacts,

current intensity ‘of LO0A or ‘above.:  When incorporated into:-=

are ‘used:iin a

relays}:nolfhss*CirohitﬁbreakersfendﬂairlbreakhswitohESﬁofztew
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medium to high current capacities, the contacts of the present
invention exhibit excellent performance in wear resistance,
‘weld resistance, melt resistance and conductivity, and compare
favorably with the conventional contacts in cost.
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' Abstract i el ot e IR
S .‘The t1t1e to. the technology developed under :
-sponsored research and development programs and the,
consideration ‘to ‘be paid for ‘the “use of “such’ SR
technology are discussed in respect to cases in
Japan where one of the partles 1s a
government/public institution.  ‘Industrial property
rights as:the result .of a. sponsored R&D.program:.
belong to the government if R&D is performed under a
contract with thée government/publlc institution.
There-has been opened-a:way-for the.coentractor to
own such 1ndustr1al property right. 301ntly with the
government, “but the ddntractor must pay feés for the
licenge -to - use.the technology-where. the right is
“owned either solely by the government or jointly .
‘with the government.. Thig“is“legsiadvantageous for -
the contracter:compared - -to. .the-:similar .situation in
the USA, This report also 1ntroduces the property :
rights pertaining to R&D programs pérférmed by a -
research-association, that.is organized by private -
“enterprises and subsidized by the government. -

:Introduction. S g : . S e
-With" the- 1ncreased SOphlStlcatlon and complexlty of,
technology .in.recent years, it has become quite. difficult.

development required. . Under.these.conditions, sponsored
R&D program is expected to increase in view of saving
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costs of R&D actrvrtres. Espe01ally -in high technology R&D

that involves too great a risk to be managed by a prlvate
enterprise, development .is often.carried .out _as a national
project under the,leadershippof‘the_government, Such
development usually takes the form.of .sponsored R&D
program. The title:to the fruit .of sponsored.R&D and the
' compensationetherefore are of great . interest to the parties
invelved. 7 B .
.This paper. dlscusses cases where one of the parties
is a public body and compares how they are treated in Japan
‘.and in .the USA. : S e R
The sponsored R&D consists. of two phases, "sponsored
R&D" which mainly aims at development of new technology,
and "sponsored application of the development" which tries
for practlcal appllcat1on of the developed technology.
Thls paper marnly focuses on the former phase.,,:}f

2: . .Title to.the. fruitskof:entrusted technoloéy'
development and the consrderatlon for 1ts use
_ - Comparlson of Japan and the USA . ) “'
2f1:' Current status of sponsored R&D contracts
L (Where the sponsor isg a publlc 1nst1tutlon _
. and the contractor is’ ‘a prlvate enterprlse)
2-1-1: . Mode of : agreements and qualrfrcatlon of contractors
: ff The sponsored R&D contract in -Japan takes two modes;
where the. government or publlc organlzatlon entrusts R&D to

a prlvate enterprrse and pay full expense ander an"

_agreement, ‘and wheére the government pays a portlon‘of the
expense for R&D conducted by a group of private:enterprises
or “research-agsociations ‘aé a ‘subsidy. :In-the former case,
expense necessary fOF éntrusted technology development: fsi:

~-paid-to~the’contractor as-arrcontract-fee™; “whilerin®the
latter ‘case; private enterprises form a research’ . il

B
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association .that -receives..a loan :in the form of--"subsidy".

Although there: is’ noi-need to: repay: "the contract fee", the :
title to.:all:-the results.and ‘the equipments used .for :: ..

development .revert .to’ the sponsor-government.' . In -the case
of ‘reseadrch-associations,  all or a portion .of: the subsidy
must be returned to the government, if.profits: accurue out
of the research results., This report discusses the
agreement«of the "New. Energy. Development. Organization:
{NEDO)*" . and -the -"Integrated :Regearch: for Science: &

Technology**" .as .examples: of:-the former. case, -and: :"Very . .-

Large Scale Integrated-Circuit: (VLSI). Research:& :
Development Association***" as an example of the latter
case, ; K :

%N gpecial corporation established under-the

i leadership of the Japanese Ministry of International

* Trade:‘and. Industry :as:ra nucleus for integrally
:promoting: 'R&D for alternate energy sources including
liquified. coal.
- %% .Entrusted research-by the Japanese Science & -
Technology Agency
o kE¥-An.gssociation established. in: 1961 under: the Law
.concerning Research Associations for
Mining/Manufacturing Industry. An associatlon
i established by several -industries for:-joint:
-researches is qualified as a-juridical body and
given preferential measures under the tax laws.
7. Therefore,: the recognized:research associations.

“possess:‘the competency:to .exercise rights such :as e

+ i filing;patent applicationg in. their names or
retaining rights in their names. There are

» currently--about 40 .research-associations that:are ...

active under this Law. "The VLSI Research &
. Deyelopment Association® i

FE N S TN SRR

well known:-as an: examplegﬁ

“where nok: ONIYTUPEIVAE fiterprises butalso:-
researchers of. the- natlona egearch organs
participate. o - o
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‘..In-order ‘to become a contractor underithe sponsored
R&Dior. to become a constituent member: of: the research .
association, ithe following conditions must: be satisfied.. | :

”°=The enterprise owng a place of business in“Japan.

2 The enterprise is: found to have no. problems din: 1ts

“auditing procedures. . :
These ‘conditions are: imposed because of the needifor
auditing-and confirmation by the sponsor ‘of -the optimum use
of the government funds.: Therefore;“a*Subsidiarywof-a“ﬂrvﬁ
" foreignienterprise is not'disqualified:;as.‘a contractor or.-a
- member of resSearch -association under the :system.

2-1-2: Principle of Handling the Result
' Handling of industrial property rights derived from
the sponsored R&D is summarized in the table below,

(Handling of.. results of sponsored R&D)

Integrated Research

rﬂNEDO : s
i {sponsor pays i for.SBcience & Technogy
cofuld cost)s s  z.*(sponsor pays full
: -xaacost) .
1: Title to: industrialf»FGOVErnment/public 5-5GGVernment/pub1ic
property rlghts o 1nst1tutlon :‘j-a=~'.institutiOn
2: Title to know—how '-nGovernment/publlc ,HTGovernmeﬁt/public
- R 1nst1tutron e :.1nst1tutlon
3: Grant of llcense to.Tlecense granted .xfeLlcense granted
contractor PRI :g*unless spec1floally'.unless -specifically
S "ﬁlnapproprlate j-lnapproprlate
4: Royaltiesvs ‘C:gNegotlable amount Negotlable amount

5: Granting: of llcensevi.Determlned by fDetermlned by

to..third parties: -'*”“sponsorwicontractorwwsponsor
' i dienaciss obkiged ko offer. T
technical assist-
ance to licensee)

i




(Handllng of results of the:reseéarch:association)

CUYLeT Research Assoc1at10n
- (Government . pays - 20%)

1: Title to industrial
property rights

2: Title, to.know-how

3: Grantlng of 11cense;,; .
“'“preferentlally to '

to as3001at10n
members

s: royaities T

5: Granting-of license::

to .parties gther

Research Association

:Accordlng to prov151ons
" of Research Ass001atlon

Llcense granted

association members i+

Company to which' inventor _
‘belongs:may obtain '« s lsv s
royalty-free license

mLitcense may be offered..
-for a feee )

than the" assoc1at1on' N

members

(iYT*Tltle to” 1ndustr1al ‘property rlghts-“°'"

Industrlal property rlghts accrulng from the results'
of sponsored R&D entrusted by prlvate enterprlse revert, ‘as

a rule,

to" the’ publlc institution or sponsor.

(There are

cases where the contractor attends to the flllng procedure'
and a531gns the rlght to the publlc 1nst1tutlon, or - the
rlght to f11e the appllcatlon is assrgned to" the sponsor )

in the case of ‘the research a35001at10n, the tlt}.e”'é

to a result achleved by a researcher orlglnatlng from
prlvate enterprlse reverts to ‘the assoc1at10n, whlle an

invention jOlntly made by both invehtors orlglnatlng from )

the government/ ubllc

rganlzatlon and from a prlvate'
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the association is'dissolved, these patents:shall revertzto
the prlvate enterprlse or the government ‘from which the
inventors orrgrnate, and the 301ntly owned patent becomes
the joint property of the government and the prlvate
enterprlse." G sk S E S SR R
(2) Title to Know-how:

Under the contract, know—how is handled in’ a way
similar to that for 1ndustr1al property rights, and as a

rule it reverts to the sponsor that is” the government/

public 1nst1ttt1on. @
In the .case, of a research as3001atlon,_know-how
generally belongs to the assocratlon and the members may
have ‘it dlsclosed, although th1s depends on the rules of
the associatioh, -After the aSSOC1at10n :is dissolved,.its

handling is similar to" the 1ndustr1al property r1ghts.

{3} Granting license to the contractor- :

..The. contractor. .may obtain. licenses on the government
owned patents derived from development results under a
-sponsored R&D unless there are spec1f1c problems._ Although
a preferentlal llcense may . be granted for a prescrlbed
per1od of tlme, 1t is 1n no 1nstance exclu51ve.__

o The patents owned by the as5001at10n are.llcensed to
the members.‘-_.
{4) Royaltles.;l : . . ‘ i .

There are'no rules that prov1de for preferent1al

measures, for the contractor concernlng the royaltles for
the government patents derlved from sponsored R&D
i nsed

L The patents of the assocratlon may [
free to, the:company to whlch the 1nventor
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offer technical ‘agsigtance to the third: partles ‘who. ‘are

granted 1icense, “if so reguested.:
' =.<The'Lndustrlal-propertywzrghtsﬂof?theﬂassobiatiOn*
are, as’ a’‘principle, offered for ‘use to third parties.::i:
Asébbfafion~membézsEhavesthenright»tovltcensefwitﬁ'a.xight~
to sub-license; -and:‘the' industrial ‘property rights: of ‘the
associdtion’ may ‘be offered for drogg-lidensging.. &0 da0 08

Handling of the results by the U:S. ‘Department of
Energyiie'summerféed:belowﬁfdr*COmpariebniﬁithﬂtheﬂjhpanese

case.

(Handllng oy the results by ‘the ., 8. Department of : Energy)

DOE

l: Title to .industrial U.8. Government, but theﬂ
property rights ~i:7 @ iright imdy be walved ‘for’the
Lo benefit of the contractor .

2: Title:to know=how '~ " Similar .to ‘the: handling 'of
(technisalfdatal-:~~;a»;inqgﬁtxie%sPFQP@Ftysrighrﬁa,a,f

3: Granting of license Non-exclusive and:revocable 7
to contractor llcense 1s obtalned L

4: Royaltles '%“s*izw?ijPaid;up;r

5:TSubllcen51ng to o R;'hﬁAllowed under prescrlbed im:k%
third parties conditions SRR

6: Background technology  Contractor grants the
?Y'fﬁﬁﬂ-‘government non-exclu51ve and *
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-aceording -to~purchase/sale-agreement-for-a-government--owned-

(1) .Title.to: the-industrial property rights:.

‘Basically these rights belong to the government.q_\q
Provided, -however, that:‘the government may waive the rights
to the contractor.. : The .contractor may. then possess such. .

rights. - There -are.-no rules .concerning -joint: ownership of . :

the government and the. .contractor. . As -for foreign

applications, -the contractor may file. in the countries ... .

where the government does not elect to secure patent
rights.
(2) "Title..to know-how: .. Sl SR o

- Know~hew is ‘handled as the technlcal data 51m11ar1y
to the 1ndustr1al property right.

{3) Granting of license to contractor:

--As 'a rule, the license -is non-exclusive and - . - :
revocable-‘ The license may be made irrevocable upon
request.

(4) Royaltles.' t' L o

. The “license is pald up as a ruleelﬁtfﬂa
(5) Contractor's rlght to sub-license: .

..Where the contractor 'is :cost-sharing.or where -
contraétbkus control or involvement in technology 'is
substantial , etc.. B s
(6) Background technology.

The contractor must.grant-the government non-

exclusive and royalty free llcense if so demanded by the ‘
government. -

2=1=3: Jointﬂoﬁnétéhip}and?ite;hahéiihg'

As an incentive for the ‘contractor, a portion (less
than 50%) of the Jovernment owned patent under the contract
may be transferred to the contractor. - (Conditions

patent, February, 1986).
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The rule for:NEDO:also:provides; for: the joint

ownershlp by assignment for a fee. SERUNSE e
‘The! folIOW1ng restrictions: concern such: 301nt patent
rlghts. S : G i ‘ s oo omei
o °~The.contractorfcannot;assign_itSiportign,to,tpﬁ:d@ﬁ_
parties}oracreate;pledges~the;eonﬁxf':‘1,‘ A
2 Where' the government:wishes:to: license the. third. .
parties, the contractor's agreement is not reguired.
° Where the contractor wishes:to license third . ...
©: parties, the government's agreement: is required.: .-;
-2 Where ‘the contractor:uses -the Jjoint patent. or - :
'*uoffsets-the:royalty:in the icross.-license agreement :
< witha third party,:contractor and/or:.the .third.
i party must pay-royaltieswtoﬂthecgovernment}
& The-contractor. is: obliged to. offer: -technical
asgistance to: the third parties -licensed by the. ...

'ugovernment.

2=1=4:" Handling of the:- technology in posse531on -of. the
contractor o TEET e e
,Although the Japanese government sponsored R&D
contracts ldck explicit provisions :on :this point; -the
backgroud technology deposit program called-the sealing .
system is commonly ddopted. : The sealing system .is also:.v
~adopted in- the regsearchassociations.... pen s
DOE ‘has -explicit:provisions concerning: background
techhologyulncludlng:knqwﬁhow,;and thencontractonars:to;;;
-grantitheJgovernmentfaﬁnqnéexclqsive,wroyalty:free:1icense
if s0 :demanded by ithe government, ::The-contractor=isgialso.
‘réquired ‘to .grant ‘@ non-exclusive.license-(upon conditions
__Mnegotlated)fto‘thlrd partles*forwwhlch the government s

‘responsible
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2-2: Practical application of:government-owned:

patents in Japan e SRR

New Technology Development: Corporatlon patronlzes
the private enterprises to actually work the government .
owned%prospectlve~patentsys~Th15:LsAanmattemptztomactlvely
work the technologyithat'inVOIVES_enormqus'risksvin;
development. The 'government owned patents to be worked
include those which were obtained:as the result of::
sponsored- R&D. ﬁbThe:COfporatidn pays the. full: amount
including personnel: expenses, rand ‘the::amount :is .repaid in 5

' yearly installments::{at no ‘interest} after -the development

is”successfullyfconcluded;ﬁtWhileﬁmaking-thezrepayment, the

- use of the ‘technology is permitted and 4% of the: turnover
-is paid to - the Corporation’ as a royalty.- The. technology

developed 'is released to other enterprises: through the

" Corporatiocn. i If: the development does not succeed,::

repayment of the fees is not required. Theindustrial
property rights accrued in the course of development revert
to the Ceorporation, and they are-handled: 51m11arly to :the. : |
case of "sponsored ReD" (2- -1- -2). v :

2-3: Where: ‘the government/publlc 1nst1tutlon -i's the:

" 'gontractor:

2-3-L:" Principle of handllng the- resultsiaac;c-

Handling of industrial property rights:on the result
df*development~sponsoredwby-pr1vate-enterprlsewlsu;
summar ized-below. - :As a ruler the governmént: which:is.the
contraCtor?acquires*the:rightyﬂﬁutgthe:sponsor;iSuassigneQ

- (for frée)maiportiqnaCleSsrthanaSO%LJQfsthe right (Article

65 the ! Law foréAccelerating;ReSearchwExchangESV,1986L£*t$hé
patent:rights:jointly-owned through:this procedure are..-:

192.

‘handled-in-g-way-gimilar-to-the-joint~patent-rightg: s

discussed in 2-1-3.




| (Handllng ‘of rights based on the result of" development
sponsored by prlvate enterprlse) EERC T

Private enterprlses bears o
“‘direct costs o o

1: Title ‘to industrial  °’'Government/public ‘institution’
:pr.operty,.rj_ghts.. PR P _ ) e

‘20 Title to know—how =il Notprovision”

3: Grantlng"of llcean ' Preferentially licensed
to sponsor R S SEethel isponsor: or the e
P R Cae .. party designated thereby
_ - for a prescrlbed perlod
no A: Royalities . .. ... . ,Condltlons negotlable
; ' - by partles ' '

\ﬂiNo prov151on s

5:. Granting of llcense,
- to th1rd partles

‘Under “the: present law, ‘the reésearcher~who
temporarily retires ‘from ‘his job with'the government to . -
conduct the joint research with ‘a' party other than: the: -
government ‘or ‘to engage ‘in. consignment studies for the

' government ‘shall ‘not be given disadvantageous treatment. i

T iwith ‘reéspect ‘to his retirement allowances (Article-5 ofiss

. said law) in order to ‘accelerate 'the joint: researches of!
government and prlvate enterprises.

3: Conclusion: / Most ‘desirablé ‘conditions for ‘the
' S ‘sponsored R&D“result T
“Mitle o the R&D résuit
i Whats the'contractér - ‘the private‘enterprise: <is

3-1
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E
interested in participating: in.these sponsored R&D programs l
is to accumulate a certain-experience-snd,teohnology-h H;, E
through the R&D activities. In fact, however,‘the
1ndustr1a1 property rlghts to the R&D results are basically
vested in the sponsor - the government. Irrespective of
. 'whoeverthe ‘inventor is Or-whatever the contractor is, -
these rights necessarily. assume the public character:
because they are the fruits from the investment of ‘the
national funds. The contractor, therefore,. cannot expect
the preferentlal treatment over any other Dartles w1th
respect to -the: government owned patent rrghts.;4ﬂ-
In the Unlted States,_there is a "walver system".
Under the system, the patent rlght in the R&D programs will
-be assignable to” the contractor, if so requested, ‘depending

upon the degree of hlS contrlbutlon, etc.

A Japanese counterpart may be’ a system of selllng
the government owned patent rights, Wthh 1s for actlvatlng
_the contractors in the R&D project. Under our system,
however, the sale of suoh right to the contractor is
limited to a portion of less than 50% of the right. The
contractor. who becomes co-owner. with. the. government are
restricted from disposing or licensing.in view .of the. ...
publlc nature of such rlghts.
contractorv Therefore,.we“suggest-thatya;study should~be:
‘made. about: 100% assignment of: the R&D results, particularly
in: caseithese are ‘of less :public character. . .

- 3-2: Royalties
In Japan,. the icontractors are not: given.any.. - ‘
favorable treatment in respect of. royalty for the patent
—rights-resulting-from-the-sponsered+R&D=programs:~Even-the
co-owner: of. the patent rights under the above selling-
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system mustipay’-the: royalty to. the government.:: LT
I Y0 Teghnical- contribution by ‘the: contractors:should- be
reflected in’ the ‘royalties.: i

3-3: Background_techno;ogy

ReD 'is ‘generally entrusted: to al:company .having a
certain ‘level of ‘technology “in'.the relevant :field. : The:
matter of: "background ‘technology" (a technology. which: igwin:
possession of the contractor at théWtimefof“spbnsofed“R&Dwﬁ
| contract) should be clarified in the R&D projects.

The inventions or discoveries made during the R&D
‘project should be distinguished between the pure fruits of
the sponsored R&D and the combination results with the
“-background technology. In case where the background
technology is partially embodied in the results of R&D
project, the contractor would be forced to sacrifice his
own technology. This is because resultant government owned
patents will be open for any other parties teo use. There
has been no provision to stipulate the handling of the
background technology in the R&D contracts with our
government.

In order to protect the background technology as
well as to induce positive participation in these R&D .
projects, such patents as conceived with the combination of
the background technology should be jointly owned between
the government and the contractor. '

' 3-4: Diversion of the result from other development
project
Aside from the background technology which are

-....possessed.at _the time of the contract, there may be a

technology to be derived from other development prOJect
conducted in parallel in the same company during the R&D
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program. When such. technology:is:diyverted for..the... . ... .-

sponsored ! R&D:-program;- a; certain. preferential treatment to

the contractor would lead to moreweffectiye;deyelppmentngq

program. |
_c;,EinallyggI;wish-to56xpnessamy‘gppzecia;ionitqf

Mr. Katsuhﬁkb;Shiﬁizu,;MrugItsuo-Sekimand.pther;membegsipfp¢

Committee No,::2: for their assistance: and:.cooperation in. the.

preparation:iof;:this :report.;
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Marcia D. Pintzuk
.. .FMC. Corporatlon
-“October, 1987"

"B Cuide to Trademsfk’Licensing fof tnd Pafért Practitidner ™

The practlce of trademark llcenslng is prlmarlly assoc1ated

w1th franchlslng, ‘such ‘as McDonald's fast food restaurants,ﬂw

character marketlng, such as Walt Dlsney s Mlckey Mouse, and

collateral 11cen51ng, of whloh the use of the ‘Coca-cola’ mark
on clothlng 15 “a prlme example. However, trademark 11cens1ng
is not the exclusive domain of the consumer goods busxness.::
It often is or should be a concern of other buslnesses,

lncludlng technology dependent lndustrlal companles whlch ‘Gwn

a 11m1ted number of'm “kslor sell only under a house mark.
Although these compan1es may not llcense thelr marks for the‘
same reasons as McD ald's, Dlsney, or Coca—Cola' the legal

ramifications are the same.

The practltloner called upon £6 handle these matters may be'ﬂ"E

an 1nd1v1dual With' experlence in’ patent and know—how llcens-i

ing, but whose exposure to trademarks and trademark licensing

is limited. 'rhé purposé of this papér is to higHlight for

that practitioner some of the problems which are unigque to

trademark licénsing and o suggest ways ‘of satisfactorily

Copyright © 1987 FMC Corporation
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epaﬁly, avoiding them. The perspective

Worldr¢m¥tfi

)xnotgghQWGYeFmE%DF?H¢%F¢20p939Vl@?-1D?Q€m%F19n=_
on, the laws and practlces of spe01flc cauntrles-mm{nsﬁeaﬁgf:“
issues common to the trademark lavs of most countries are
discussed and, in some cases, illustrated by citing par-

tlcular natlons. e

Howeverl fOEthQSQmQOQHtIlES_%D.Wh¥ch,§eFVlce maxks a:e,, ;

afforded protection, 1t may be assumed that reference to .

trademarks 1ncludes serv1ce marks and comments on products’_m

also apply to services.

'Foa.the.PuraqaewOf;9§qanizationa Ebﬁ.suhith 9ﬁﬁﬁ¥é@%m§£k'm-e

2. . special implications to trademark licensing .of

antimonopely and product liability laws; and
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3., 1ssues which could bear on.the validity of the .
trademark_or the licensor's ownership of. the
mark, especiaily those relating to the recordal

of trademark licenses.... .

1. The Legal-Basgis for Licensing Trademarks .
B, . Evolution.of. trademark theory to. allow for, licensing

' Historically, the function of a. trademark was. to represent to
‘the consumer. the physical source or origin of the product on
which the mark was placed. Early examples can be found in |
ancient. times when,slaves, put. special marks on the bricks . .
‘they made and in the middle ages when guilds required that .
artisans -apply a distinctive mark to their wares. 1In both
cases,,thgﬂmqusngre,madeisoxthat‘thg”§gurcg‘ginthg goods.
could be identified, probably for the pugpgggzgf §ffiging

responsibility for the quality of the goods.

Trademark licensing was impossible under this "source
theory", since it meant that products which did not originate

with the licensor would bear the licensor's mark. The prac-

tice of licensing was .considered to be deceptive and a cause.

of consumer -confusion. .Invalidation of the t‘ ]
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licensed mark or any untegistered’or common Taw rights’in the

mark was a typical pemalty. = oEmILS

To meet changing commercial realities, the ébﬁrcéﬂthebry
evolved into the "guarantee theory". The guarantee theory
recognizes that the‘-contemporary constmer is generally uns
aware of the actual source of the product. Nevertheless, the
_ c&ﬂéﬁﬁér‘ﬁilffééénﬁé“aﬁd4ié‘éﬁtifi@dﬁtﬁVéséumédthat”all goods

sold under the same trademark will be of equal quality.

Therefore, if ‘the ‘trademark owner ‘controls the'quality’ of ' the’

goods, ‘there will be no deception or cause for ‘confusion.

Trademark licensing with adequate ‘quality ‘controliby ‘the ' = =

trademark owner is how permitted in most countries.  ‘If the -

rules of trademark licensing are followed, the use ‘of the' '
mark by a properly licensed party will be legally deemed t&
‘be use by the trademark owner., =~ T hoaidend

B. Quality control requirement

(1) The requirement * . i

Quality control ‘is the most critical element: of ‘a valid@® ==’

trademark license.  Although the great majority of ‘countries
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agree’on:the need for:quality control;ra:variety:of.: woiisond

épproachesftoward the ‘requirement.are takeén.. =y

" Many ‘countries, smost snotably:the ‘United: Kingdom:and férmer i
British colonies, follow a:"registered user" system.:-This::
system usually entails the filing of an application with the

~ trademark registrar:for approval:of:;the proposed licensee:as.

a registered luser -of: the mark::  The application mustsbe .-

raccompaniedsbyxaadeclarationcshowingﬂtheydeqree&oquontrol A
which: the trademark:owner will have over the licensee:~-The:
registrar will:-accept:the:application onlyhifxgatisfiedmthatc
the trademark:owner.is in a:poSition;to;properlyscontrolxthe;
use of the mark by the licensee. Once the licensee is regis-
tered, however, . the;registrariis not called:upeon.tosensure

that control is actually exercised.

The-U;S.vtrademark11aw=requireswthe:trademark*ownerat0u00n7;:
tfol;the_naturefand:quality-dfcthemgdqu;on=whichutheax Sagn i
licenseeé usesthe mark.: Such-control:is the prerequisite:for
the¥licen5ee$toabe.considered aerelateducomﬁany“ ofthewso
trademark.dwnér;fsthhat'itsdusesof.the:markxwill%inure.towfb

the trademark .owner's benefit.izThéaneedgfdrﬂthe_licensor?and

_Mlicensee to b " elated companles" refers only to the aspect
of control and does not mean that a parent/sub51d1ary or .

51m11ar relationship is necessary.:
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Another approach is-exemélified by ‘Bulgarian law which does::

not require the trademark owner:to . exercise control.
Instead, it is the licensee who is required to ensure that
the goods manufactured and:sold.under the mark will be:of the

sameiqdalityzasvthosé'ofwtheftrademark"owner.:x"

Licensing ‘is generally:viewed  in ‘the context of the guarantee
theorywcfitrademarks‘even.in¥countries'whére"quality:confrol'

is not*expresslyﬁreQuired. “In“those 'situations; the need- for

the:trademark owner's controel of the licensee'!s use ofithe.
" mark . can be implieéd and it 'is, therefore, advisable to .~ .

include a‘quality control provision in the-license.:m. .’
i (2). The consequences of inadequate:control . .+

As mentioned above, the use of trademarks was originally

re'quired‘:éo that -blame. could ‘be- assign‘e.d,-‘.-_if'the-i‘-goo‘ds pro--"’
duced were;ofwunsatisfactﬁryfquality:'=Acc0rding;tcrtrademark
Yore; 'the:individual responsible for shoddy workmanship-in-.:

those times could .suffer:rather severe punishment; ihcluding“

death.. :Times, 'of course, have-changed. ' 'These -days, :lack:of:

TR LT, STt

quality-will probablytresultfinﬁfewercsales;and,gperhaps; a;i
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product liability. suit.  Lack:of gquality control. .in a.trade-
mark licensing situation.may. result in. the death of the

trademark license or the trademark. dtself, but hopefully not

" the. demise;.of the trademark lawyer who. has. failed.to counsel

the client about quality control..

There are several possible effects of licensing without con-

trol by the trademark owner of the nature and quality of the

goods on which the licensee uses the mark. The most serious

- of; these::is the invalidation of .the trademark and cancella-

tion=Qf;fhegtrademarkhregistratipn;;pThis=is~a-quical-gpnser
qugnce,where,the_uncontrglled‘uge-éf;theyma;kuhasacaused;itx
to lose si?nificancegas-a,trademaxkuwith=respggtqto;the~goods
in.question. . Less -severe is the possibility that the: trade-
mark license itself will be;hgld‘to;befvoid¢ .Howeverrgifgthe
licensee was the exclusive user of the mark, invalidation of
the. license..could mean that the trademark: itself will become

unenforceable: as: a result .of non-use..... .o oo

:-(3): Fulfilling. the control requirement .. ...

Trademark laws usually do'not,specifthhat-ppnstitutes»conﬁg

~ trol adequate to render the licensee's use of the mark non-

deceptive. The following, however, have been generally

accepted as satisfactory methods of control:
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"I specifying formilad, ‘recipés;’ and ifigredients; i

:
1:::(:.
4
L
:!rl

- ‘training ‘the lTicensee"s employees;

o= providing testing standardsy <

-t supervising’ the manufacture ‘and testing of ‘the’ goods’ '
- obtaining samples of product from the licensee’and the’

marketplace for testing by the trademark owner; and

dr ‘periodically iinspecting the licensee's plant and ool

“'manufacturing process. "

‘This' list is'far from-all ihclusive and should be customized:
"as*apprbpriaté.to;theWﬁarticular'prbdubt*&nd“tdﬂntryiianﬁ?if

volvedy ' ‘For ‘example,’ although’ it: may be difficult to’ obtain

e e i S S T T T p

B R T

‘agreement ‘for plant’ visits in“Eastern ‘Bloc countries, ‘the o
supply’ by’ ‘the ‘trademark ‘owner of necessary -raw materidls:for’

#he ‘product may be gquite adceeptable. . 1

It is-important to riote “that in most jurisdictions it is not’
enough that adequate contrblJprov15£6n§¥béfinciuded'inwfﬁé*=
trademark licensef Control must be exercised; merely having
the right to control ‘is insufficienty Thus; the trademark

owner must make every effort to enforce the licensee's com-

pliance with ‘these requitements. ' -

T T
P iesl i

e
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for.-this reason. o wocizoldissy

The licensee:would violateythe;dontrol“provisions%bj;using.ye
the mark on products ofher than those specified by the ‘trade=
mark. owner or selling approved products in violation of the

trademark owner's quality specificatiens.: In:either:-case, .-
the licensee would probably be in breach of the agreement and

could: be liable:for: trademark infringement: 7:If:thertrademark

trademark; owner -is:not:efféctively:controlling quality-and::i;

the public is likely to be deceived.
{4) Sublicensing Py e

The: requirement that:the- trademark: owner; exercise; actual:l 77

control: over.the: nature.and:gquality of:the;goods:bearing:the:

licensed:mark;is;:din:some.countries, considered:to: be: incon-.
sistent with: the:concept ofiisublicensing.z . For:example, .subn:

licensing: is not:permitted: in:India;:South Korea;:and Taiwan,

in countrieS?whereﬂsublicénsing is not: prohibited; it may: iz

. 8till create a risky situation and caution should be exer-

cised.: The: safest:policy:is to; aveid sublicensingialtogéther

aving the trademark.owner license the!would-be. sub-.

licensee:and exercise diretticontroli:

ble,: consideration!should be: giveni to appointing:the:licensee-
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as ‘the:trademark owner's-agent to exercise control:on its =7

2. -:Antitrustand Product:ILiabilit

- Neither: antitrust nor:product:liability:are conterns unigue: .
to trademark. or: intelléctual: property.law. ' However; -through:
,thevcontroLurequiréﬁentfﬁbotthaveuabunique*COnnection%to*%'

trademark licensing. .

A. Antitrust - tie-ins

AT e e S

'Inadequateicontrol#by;thestrademark?owﬁér1may_Cause-theflosé“

e

ofithe’ licensed mark;  but toomuch:control:can be a- wviolation

N

ofthe antimonopoly laws..: Thereiare a:number: ofways dn «u:Ff

which an overzealous. trademark owner can cross theé’line from:

P SR
/

legitimate: control toranticompetitive behavior:: For: example,
the imposition of territorial restrictions on a licensee may: -
raise a question of antitrust liability in many jurisdic~- -

tions.: However),' only:tie-ins will be" méntioned:here. i

tIn?thercontextaofatradémarkf1icensing;bthisitypeﬁoffarrange#

ment usually’cehditiens the:granting: of:the:license ion’ the =i

‘licensee's- purchase of raw materials: or semi=-finished prod~::

:ucts:fromathegtradémgrk awner;fpruuse%inﬁxherproductionwof%;g

o
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theagooaSﬁwhiéhywillwhgar:thg;;ig@nsed_@ark:53commpn,egamples
are éoft drink syrup for soft drinks and yarn for fabrics.. . :
In some countries, this is permissible as necessary to hain—
tain the:.quality:of the.product.sold by.the.licensee under: ..
the mark. : : However, in many other:countries,  including.the -
U.S. and- Japan,-attempting:to. control.guality. by desigggtingd
the source from which.a licensee.must obtain supplies.may ...
violate.antimonopolyﬁlawsxifaaniantigpmpetitiye effect . is-. ..

created.

A solution:is toadeVelop;methodsﬁforgqugliﬁy;cqntrol wh;ch,,.
will?satisfﬁpthe-objectiveshpfgboth-the;trademark,laWS-an@-j
antimonopolyslaws@a:For;gxample,:spggiﬁigatiqns_should,be-gu
developed to enable: the licensee to purchase ingredients from

any supplier so long as they meet the trademark owner's.. ..

quality standards.
‘B, ¢ Product -Liability .. .-

There: is an.increasingglikqlihqqq\th@t-thgﬁgugtqntgegtngopy.f
of ‘trademarks will- be used.-to impose liability.on the;t#aqe:
markwowner~forﬂinjury4Qausedaby;pxodugtsxsgld4b¥ritsalicensﬁe

under the mark. The trademark owner..would be held .account-..

‘able even where it had no part in produc1ng, packaglng, or T
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sé11ing the product; i.eij 'solely ‘by vi¥tue of the trademark:

license:

ThiS“%ituatiOh*éppéafsﬁﬁoﬁbéfuﬁidﬁeﬁamonq the various: forms:
of ih%e11é¢tﬁal>prcpéity:rﬂRarély,zifﬁever,whas-azlicensorm@z”
been H&ld so 13aﬁléfsimpiy?for'grantihg1a%pétent'1iCense.,1It

© seems‘to" be'the’ control eélement: intrademark-licensing that::
distinguishés théftradeharleicehSOrifrﬁm?the‘patentw

licensor.

" Unlike ‘the’antitrust problem, thére is not. much that: thei . =

‘trademark’ owhelr 'can: practicably: do to’ avoid:liability and

exposure to suiti - However;:there’are measures:which:can:be:-

“taken’ to’ try to minimize:the effect: of:liability «if itris ..

¥

b

imposed. =7

i

B

 If possible, the trademark license agreement should include a
‘clause in which the licensee agrees to ‘indemnify ‘and hold the
tfademark owner harmless from any and all claims, damages,
chfs?*and”éﬁtﬁfﬁeyfg fess’ arising from-the licensee's use '&f

the“markﬁﬁ316éalinftﬁe‘indemﬁification*should'extend%beybnd

occurred ‘during “the'‘agreement term. "ou niT

F
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There:are’atileast: two probléms:withirelying on a:promise of:

indemnification as a solution.: First; it may:be impossible

to obtain government approval of the agreement. Some coun-

tries}’éTgl”Bfézfl}*routine1yvobjéct&tb-theﬁinclESionxofasu¢h

clauses.’ ' Second, -evenif :included in:the license; it may =i

AL o Lt e

prove-to be worthless, “since’ the' effectiveness: of an' indemni=-

N

fication’ clause ‘is' depéndent- on- the ‘financial worth of'‘the:w:

‘licensée,” which may ot always:be ‘depéndable.’ ©

e v g e

" In order to protect the trademark owner from the consequences

of having a financially limited 1licensée,  consideration &
should be given to requiring that the licensee obtain an
tfnsurancE”pclicyﬁwitn?certainumin&mumscbverAQEmtoupnovidenfcr
these situations. "Thé: trademark:-owher should ‘be naned: as a i
co=insured “in ‘the’licensee's policyi'and ‘the ‘insurance ‘company
should be required to notify the trademark owner:i-in the.eévent
the_premiums are not paid or the policy.is being terminated
or‘changed. “The‘Iicense agreement-can provide for automatic:
términétibhfin%any;offthOSETCaées:I:Thbaavhilability”dfusuch'

insurance varies frow ‘dountry: ‘fo ¢ountry),’ buti it can be .

obtained “in, for example,’Kenyd, Costa Rica, -Saudi Arabia, 7

‘and Greece T T
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oo+ ther-licensor's: ownershi

The: issue.of greatest importance:is the need for control. by. :
the-trademark;qwnef5pver~th93nature'andyquality:QistheuGPOdS,
‘sqldrbyytheilicensee;underhthe;1icénsed_marka_ﬁmheyeigre,”‘un
however,. other acts:of . omission.or commission which can-... -
result in 1055_0fztrad§mark.statpsuforﬂFhE;Word=or¢5¥m59ln-9r

loés to the licensor of its ownership of the mark.

A.. When.is a.trademark license necessary? -

Correctly .answering. this..question is very: important, -since it

'iSﬂOnlYuthroughLpropgr"trademark;licgnsing that. the - ...-

e I e BT e

.licensee's: use :of ;the mark will be deemed to.be use by the .

e

trademark COWNeT . ey T ST S BT BTt S ST

,
e

Generally;, -a trademark -license is needed whenever it s the.
licensee;mrathérnthanqthe trademark owner, -Who -is -#using" the
mark. :-If::someone:-other.than -the trademark owner mamafac-...:
tures; :processes, -assembles, completes,. .or.in.any other way:
changes thé product as received f;om the trademark .owner, ;and

wishes to use the mark in connection with that product, a

Erademark 1l dad

TPRIETCTE IR EOREYASE e d
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feseller of the preduct, such as a distributor .or. merchant,
who dées not alter or modify the product in any way and,
therefore,"in most:.countries-does:not need. a licenseazﬁA;rule
ofrthumbﬁsapplicabiewherewaSuitfiSninwfhe;caSE<quothe;Qtypes

of intellectual ;property, is that a license is necessary.

'where~the:usefofwthe*protectedqproperty;would;infringe;the,,

" rights:ofi-the: owner.y =i .

Thefsituatioh:inless.clear er;one;who‘fepackages,produgt,;
;into containers bearing thecmarkxwhichvappeared on the ... &
-original package.: The-answerzdependsyon,howcthe mark is. .-
displayed'byvtheﬁrepackager'and'onﬂlgcal-1aw.y In most cases,
it is.advantageous-to license -the . .repackager. . However, .con-
sider the situation in countries like Taiwan, where quality
_controlmprOVisions'usuéliy-found ina-trademark license may: -
instead befincluded'in,é repackaging ‘agreement which - would : :
not require government -approval. . -Since obtaining;such':mm;;
approvai:isrdifficultuand~atctimes impossible¢ga§didinq,ther
need for a ‘trademark license could be a significant

advaﬁtagefﬁi
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CUBLT Reeordal il s a ino s

*Licénéesufdrﬂpatentsfandfknow—hownand%those¥for;trademarkSMV
'érefbf;en*rQQuired_to-be*recordedrorrregistéreﬁup; oxherwiée:
approved by d governmEntlofficé;:L(For:conveniEncey.alltdfur
- theése processes will be referred: to as "recordal.) - The -
issues facing royalty-bearing and exclusive licenses:and: ;i
_examination by technoleogy transfer ageﬁcies are often similar
forﬂall%typés*ofﬂintéllectualtprope:ty,isoftheyswill;ndtrbeﬁ“
addressed. 'On the‘other hand, ‘there are :'ramifications of: the
' recordal ‘or nohhrécordaliof'rOyalty—free,'nonexclusivettradeﬂ
marklicenses which argﬁpeculiar‘toﬁtrademark~praétice;‘ax:t

Therefore; -attention ‘will: be:focused on-these situations.

Inﬁterms~ofrtHEirﬁattitude”tdward'rébordaltofftrademark'ﬁr“;
licenses Vﬂw-i"th' 'lfo‘cal"ffit'i:'-ademar_kr-aut_h‘ori-tiéé'. ,"»..coun.t-:l:i'ies' can be.

‘roughly: divided into two. groups = those in:which recordal 'is
mandatory'ér'desiréble-and:those,infwhicha;ecordalais*not_,.
possible or;if .possible;: would not:affect -the walidity of -~
the mark or the licensor'é rights in the mérk. Appended to -
this paper is a lisf showing the group under which selected

dountriés could be oclassified with regard to a royalty-free,

nonexclusive license. (Countries which follow a registered

o e T T R N 1

e

e

v P TTren

G

“user system are specially noted.) The 1ist was compiled from
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the resultsiof:an. informal:survey taken to.determine the ..::

consequences; of recordal- and nonr-recordal- of such:licenses.; .

RSV

Please note. that-the: survey. showed that the lines.between.the
two-groupsraréﬁoften;blﬁrredgﬁgmhergfbrej ﬁheglist;shpuldrjp4,
only: be used as:.a: rough:guide and not as:an-indication of how

anynspécific:situatipn%shouldﬁbe{handledq;;g;aw1-v*~

The smallest group is that containing countries, such as the
u.s. and;Switze:iandj~where.recqrd31;withilocalﬁtradgma;k i
autho;itieé;is~nqt posgible:or will- not contribute toitheaW; 
valiﬁityzoﬁ;the mark; or.the.licensor!'s ownership. - 8imilarly,
in;Jgpana'althquhﬂit;may~bE7neces#afy:to file. the: agreement .
with.otherfgovernment.offices,:suqh;as;the Eair,mradeEwmluvwﬂ
Commission, it-is not necessary.to file:the.license with. the.
Patentuofficegg_In,fact;*as»will;be;discussed;belowL,thereggﬂ
may be_disadvantages;touthe_trédgmark;owngr in .s0; recording: ¢

the agreement.

The other group:includes.countries, such as .South:Korea, ...
where recordal: is mandatory.: In those countries,. failure.to:
record: with trademark.authorities could: result..in the license
beinggdeemedﬁillegal=andythgyunlicensed;use;of-the-markgqause
for pancellation;ofuthe;trademark;registratipn,_;Thisyis~¢g;;
oftengtrue:even'When;therephas,beengapprovalypﬁ:thauagreement-

by other government offices.
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Also ‘included in’the second group are countries where,:
although not mandatory, recordal is-desirable.. ' In:these
colunttries, the existénce’of an unrecorded-trademark license
will hot,  in and 6f itself, -damage the tradémark: registra--
tion. However, recordal may provide significant benefits,.ﬁ“
the most significant of which is that’the licensee's use: of

the mark would be deemed use by the trademark owner.

Use is the key to obtaining and/or maintaining trademark

protection -in‘an ever increasing number of countries. . With--

out use, ‘it may not be possiblé to register a mark, fila "
required affidavits to maintain registration, rehew a regis-

tration, or defend a registration against a’'c¢cahcellation

action. Therefore, if the trademark owner is not using the '

mark in a particular country, it could be critical that the

licensee's use of the-hark'there inure to the trademark -

owner.

Another advantage to be gained by recordal,: where it other-

wise: would not be mandatory, is that it -often facilitates

caficellation of the agreement, and, thus, termination’gf: the

Aicenseets use of ‘the mark, according to the cancellation
provigions 'of the agreement. It is interesting, however,

-

‘that in‘some countries, 'such as Japan, recordal may make
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candellationrmore difficuit;g In;Japan}1thé,qn1y:way tqﬁdants

cel a-recorded license, before expiration:of .the agreement, ..

" is by obtaining-the-licensee's written.consent to cancel.the.

license or:to have a court -order -its cancellation... Unre-....

corded licenses can-be more easily alterégﬁqrhqapqellgq by. ..

notice. ..

‘Once-.the.decision to record is:made; .censideration.should be

given to the document to be recorded. In many countries,

such as Greece and the Benelux:countries, while the :actual -
égreement is-oftenifairly complex, the parties-may execute a.
relatively simple license: for.recordal purposes.: This:
facilitates recording and limitswthg;amount,of information:

which becomes a part of the public record.

A related issue is- whether a:trademark license which-is but..
one part. of.an arrangement: including other elements, such. as -
know=how, - patent; and: distributorship rights,; should be.left.

towaiseparateudocumént'or;include61inxone document .covering. -

‘the entire: arrangement. . As: with-most questions.on trademark.

licensing,~theianswer.wil1Lvary:withythe;countryy_ The. single
document: approach.may be appropriate .in.those: countries. where.
more: faveorable: treatment: would bewgiven;tpmtransactionsgin;qu

which technical information accompanies.the. trademark .:.:@ ..
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This 'milst Pe -balanced against thé fact-thatyiinvas:

license:
nosticolintries) tradémark office records ‘are dpentorpubkidav

inspection“afid théréforé-unsuitable :for the: deposit cfidocus=.

ments“Which-&éntain confidéntialvinformationy = Insmany:-ofs
thedé countriés, ‘Fegistfation of+a license foriareas of i

intellectual-property other -than trademarks. is: not necessary.:

T gL CPHel'nedd  £6 - Eoritrol “the“licensee's juse lof ithesmarki::

~In 6rdéf?t5ﬁﬁaiﬁ£aingitéﬁfights?ﬁﬁhéﬁtra&émark owner must:sis
- monitorithevlicenseels use ofithermark: :Otherwise, thesowner
risks 1loss of.the mark ortasdilutionsofsits vdlué, or; eéven::

worsé:lpefrhaps, 16séﬁ6fﬁqwnershipﬁéf¢thermarkwto;the&liGQHSeei

The trademark: license agreenent éhoula include provisions--

gqﬁérnihg*hbﬁﬁtheﬂmari ﬁillﬁbeﬂused%andﬂrequiringﬁthatﬁmate—a
rials“in which’the mark- appears;'suchas:labels;:ads, and =
packaging; be’submitted for:the trademark:owner!s:sapprovals::

before  use.’ 'Thé 1icensee! should also:bérrequired: to: follow.
good i trademarkiUsage practice!in: its useivof:the:mark;} such:as
iéﬁsufingﬁihatﬁthéFmark?beiﬂistingui%ﬁéd*frommtheﬁrest?bfwthéi

‘text: in-whichi it appeats andi-that it be usedigrammatically:as

an. adjébtl =i alsoiiistiadvisab le* touindicate; [ dfuappro-on

1

AT I s

e

Kﬂ""’{\r&‘i

X
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‘priate, ‘@l notice’ of!tegistration: suitable:for the particular:

country.
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In a. number of.countries, such as West Germany and .Brazil, . -

the trademark must be used.as. registered or such use will not

Y

SN

Frﬁyipnar'EQ?;?X@?Plexfiflthéwméxk
éonsistsasglelyféf aﬂwprﬁ:bup;isgusgﬁ,asuparplpf;g:figu;aﬁiye
loqojssg?h;uﬁe:mayanot$hs,accepted;inxsuppoit of .a.registra-
tion;9f1§h33W9F§w§19QQiu?dethgfregistrﬁtiOHWwatyﬁngfdﬁﬁ i
alone may b2acancglleé,f9ralaCK»quuﬁese;Iiwthe licensee.. ...
wants to modify the.appearance of. the trademark or use it.. -
wifhﬁdegigpdg1ements,softhaFfaﬁdifggrentfovegéllwimp;gssion,ﬁ
is created,.the. trademark owner would be well advised to. . .,

regist%FthﬁumarK as actualiy used. ... . .. o6

It may. also be advisable to register any distinctive. get-ups,
package designs, etc. which are used by the licensee. in-con--
nection with the mark, so that it is not the licensee who
owns, these properties upon termination of the relationship..-

Also.recommended. is.registration by the, trademark owner of . .

translations and transliterations of the trademark.into local

languages, .so.that the licensee:is not. tempted. to.develop. its
own local..language trademark.. . In. addition, it is. prudent to
try to require that the licensee, on termination of the:r ...

agreement, assign to the trademark owner all rights in any

.such. marks which might.be used in connection with the ... .. ..

licensed mark. -
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Another commén prohibitich is”against use by'the licensee of
the licenséd Hark in combination*with'a mérk*anéd“by the
-iiCénsée.;fThié“hiééti¢é is ‘objectionable’ since it  tends t6 "
dilute“the aiétiﬁctivéheééﬁbf"thé”iiﬁéﬁéea mark.?’ Unfortu= i
naféIYﬁ*hcwévéi,"é’féwfdeﬁeibpihg'Cthtfiésfhévé}“ffémitime>"
to timeyftékénlthé'poSition‘that“a linking' requirement is "~
necessary’for economic reasons, ' If ‘there is“ho way to’avoid’
. linking in a particular country;’ the'trademark owner should’
try to soften the effect by making' the ‘situation’cleat to
consumers. ' This can be aéﬁé“by"rééuiring"Cléar”marking§¥bn*
' labéls and advertisements. (E:g. Brand X is a“ tradémark of
ABC Inc.; Brand Y brand'produéts are made in Brazil by ABC
Inc. ﬁndef‘iicehse?from DEF- L.td. Bfand“Y is"a trademark ‘of -

DEF- Ltd.) ="

In fact, it is important to reqiire that the licensee 'use "
-explanatory'markihgs in'a11 tfademark*licensing*SituatibnSa"
' ‘Although not legally required in most’ countries, a’statement”

ohfpaCkaging and'advértising‘that:théfmark is being used “i"

ﬁhder-licenseﬁffbm-the3t%ademark'aner,”could'bé“éktremely""

useful!*

_Marking provides many bénefits. It the licenses’has’bsen the
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sole supplier of trademarked goods in a particular country,’ -
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there. is ‘a‘danger: that.the public may come. to:consider the. ..

licensee:as: the:sole: source; of these goods. :Marking will . .-

help to keep: the trademark owner's.name in.public view.so ...

that, if: the: license -is ever terminated,.the legal argument ..

could be made that the public: will associate that. trademark

A R g e T L L i e L i D o e 0o

with the licensor. It will also help tO'aYPid;Fh?:QilP#iQQ;u
of the mark which could result from its use by more than one
COmMpanys: iy el

v in wp-Conelusion -

The purpose of this paper was to introducé patent practi-

tioners to the situation confronting a trademark owner who

anticipates licensing. It was intended to enable the‘reader
to recognize issues unique to trademark licensiné’, as well b.'é
to assess the risks invdlved and, hopefully, minimize them. |
Very broad generalizations have been used in order to giveran
overview of the subject. The laws of the country of interest

should, of course, be studied before deciding how to handle a

gpecific situation.

A main theme of this paper has been how trademark licensing

can strengthen or weaken a trademark. With this in mind,

consideration should be given to periedic reviews of all
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national ‘and‘international  uses of trademarks by the trade--:

mark owner-and ‘its licensees, distributors and:customers.:::

The’pﬁrﬁ09é‘6f~sucn*é Teview would be to: determine if -all-of’

these trademark’ uses are’ correct; whether they are'the sub-:

jebt*df“writféﬁ'Ii&éﬁsesa“and“if«licenSing programs’ are o

adequately policed:i®

. Considerable thought and effort goes into the planning:and-:~

execution of a successful trademark licensing program. How-

ever, that effort is a wisé ‘investment since, if well cared

for, a trademark can last forever.

@

i}

T T R A T e

T e S

T

e e

220

B e e R i,




e

Results of Informal Survey on the Need for Recordal with Trademark
puipnfuthorities. of a Royalty-Free, Nomexclusive Trademark License

Recordal Not Possible . Recof@ikmgigessarv or Dgféxable“

or Not Advantageous
Country to Licensor Registered User Non-Registered User

0API (1) _- _ . F e
Algeria - - ' Dol Ddnemad fﬁmd--:"
Argentiﬁa ®

Australia *

Austria = | ) *or

Bangladesh ' *

Benelux (25 ' . : ' '.'giuu;-.f :*z_fﬂfm"'L:
Bolivia : P ?:“Tu_g e L
‘Bophuthatswana - ' *

Bra;il I’ 7 %*

Brunei . ‘ : *

L e A Dot oS il

Bulgaria - . . ' ?w‘,,"“w¢-

Canada - *

Chile . . . ’ *
China, PR : . - T o

Colombia _ - ) i e

(1) Member states are Benin, Burkina Faso, Cameroun, Central African Republic,
Chad, Congo, Gabon, Ivory Coast, Mali, Mauritania, Niger, Senegal, and Togo.

j (2) Covers Belgium, Netherlands, and Luxembourg.
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““Recérdal Not Possible’  '_ Recordal Necessary or Desirable
or Not Advantageous ’ : . )
Country to Licensor Registered User Non-Registered User

‘WCYprdgﬂﬂﬂ?J“ﬂmifnﬁfexfmfgbxfa-“

Czédﬁdélﬁ%aﬁiéﬁa Lo g

Denmark l ' ' S

Dominicaﬁ Republic *

Ecuador ' LR

Egypt ’ ) - C LA
"Finland - | *

France - S TR ST TN

' German Dem. Republic ' e e
Fed. Republic of Germany *

Chana - - ’ *

toirond e

Greece - ' %*
Guatemala . ' ' *
Hong Koﬁg - *
Hungary B s 7. %
India : . . " *

Indonesia : #*

Ireland ‘ *
Israel : R

Italy - o *
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i3
+Recordal-:Not Possible: izRecordal -Necessary or Desirable -
or Not Advantageous~® ahrdoioddocen
iGountwy s oyt pnonbtesLicefisor Registered User Non-Registereq User
Japan.iim: , | .
Kenya -
South Korea . ] *
Malaysia _ | *
Mexice _ B Cieeni i
New Zealand - oo *
Nicaragua ) £ e
Nigeria . *
Noxway . *
Pakistan . ok
Papua New .Guiﬁea ) ' *
Peru ' . : : _ w et
Philibpines *
Poland | ‘ *
Portugal . ' S
Qatar ) ' _ ' *
Romania ‘ ' %
Saudi Arabia | ‘ _ .* .
Singapore ' ' %
South Africa ' ’ ’ *
South West Africa | *
Spain . ’ %
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ecdordal :Not Possiblect _Redoirdal-Necessary or Desirable
or Not Advantageous:: u; Wi o
v GounCryY s apul oto-Licerisor

LERE 6

Repistered User Non-Registered User

Sweden o : . *
Switzerland *
Syria = ’ . R TR SR
Taiwan SF s
Thailand *
Tunisia Cu *-i
U.S.5.R. B *
U.K. W o .

) U.-S.A. ‘ *
Gruguay - . - *

Venezuela o s ek G

- Yugoslavia . : *

jd
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Rights and Obligations of the Parties to Know-How License
Agreements. Surviving- the. Termination thereof.

-;ComparispngoﬁgCurrentustatusfundermAntifMonopQ;yggawe;-
+0f «Japan. and European. Communities -

S

Presented at PIPA 18th Congress

1 - Japanese Group,. Committee No.: 2 .
- ‘Subcommittee B

Tadao Ito

Mitsubiehi Electric Corp.
‘Yoshihisa Endo - .- .: Asahi Glass Co., Ltd.
:'Yoshinobu Kinoshita: -Mitsﬁi_Petroehemical.
.induetries,,Ltq.

. Masaki Yasui - Ajinomoto.Co., -Inc.

Speaker: Katsuyuki Sadakane: FKobe Steel, Ltd.

(Abstract) -

' mhis paper focuses ‘on the tTights and obligations of
~.the parties surviving .the ;termination of know-how
licensing agreements and compares the current
‘regulations under ‘anti-monopoly laws of ‘Japan and
.European. Communities over these .restrictions.. The
discussion relating to Japan is based on "Antimonopoly
Act Guidelines for International Licensing Agreements
;1. {1968})" sand:their commentaries. . EC is _based.on the
. .. draft for "COleSSlon Regulation on the appllcatlon of
Article 85 (3 of thé ‘Treaty to'certiin‘categories of
know-how: Licensing . Agreements which has recently -
.published. These are mainly studied from the viewpoint
'0f ‘whether the' licénséd know=how is still of-
~confidentiality.or not after the termination of the
agreements. As for the handllng of the llcensee s
improvements to know-how, it is considered from the
viewpoint of whether such improvements are separable
... .from the licensor's original know-how or not.

1. Inrreauerion:_

_ i Enterprlses are 1ncrea51ng the frequency of concludlng
:llcen51ng agreements on know—how (herelnafter referred to as
KH) and attachlng more 1mportance to such agreements in

recent years. Particularly, under the c1rcumstances of
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proceeding with the intelligence intensive industrialization
and the increased sophistication and complexity of the
téChnOlﬁgy;tthe number:of technology liceénse agreements for
(1) patent and KH or ‘for (2) KH alone is increasing ‘compared
to those for (3) patent alone.

KH as the object of an agreement (which shall be limited-

in this paper to KH 'of its confidentiality that is agreed at
least by the parties at the time the agreement: is concluded)
ig different from patents in the following points.

(a)’ Whereas ‘a patént is publicly protected (by patent
+7law), KH is protected by ‘a private-confidential
.felationship between the parties (by contract).
- The degree’ of protection naturally differs from
each other.

(b) Whereas a patént does not lose its proprietary
value even when its content is opened to ‘the .°=
... public, confidentiality of KH forms an . important

ba51s for its proprletary Value" In other words,

, KH loses 1ts merlt as a- property once lt becomes
publlcly_known (or loses its. eonfldentlallty).

ey Whereas ‘a patent rlght and it scope are clearly
-j-'f7def1ned by.its clalms, _the content and scope of KH
‘gdre often’ amblguous.- Therefore, a: partlcular
dlfflculty arlses 1n‘whether the llcensor s KH can
"”be distinguished from the llcensee 8 1mprovements
o to KH..~'.. i v

(d) Wﬁereas the 1life 6f”petent'is'ciearly‘pre§6ribed,

"KH has no definite 1ife and it is protected
indefinitely so long as its confldentlallty remalns
intact. Judging the presence or absence of

:tﬁconfldent1a11ty (or proprletary value) is generally
‘:?qulte dlfflcult, maklng the llfe of KH qulte
ilamblguous."'
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' agreement.

In view of the above, KH license agreements carry

“various’ testrictive’ prOV151ons for protecting KH as rights

and obllgatlons ‘of the partles. Amblgulty ‘of the-content,
scope and llfe of KH, in partlcular, leads to increased

:number of prov151ons which Surv1ve the termlnatlon of: the

'KH llcenSLng agreements.

O R AL

There is a trend, ‘on the other hand to ‘control undue

-restrlctlons 1mposed by KH licenses in view of the’

antl—monopoly laws. The Commission of-the‘European
Communltles has deliberated and recently published the draft

'f “mCommission’ Regulatlon on the Application of Article

85(3) of the Treaty to Certain Categorles of ‘Know-how
Licensing Agreements" following the similar regulation
"Commission Regulation on the ‘Application of ‘Article 85(3) of

the Treaty to Certain Categories of Patent Licensing

_Agreements (1984)“ In Japan, there is published

“Antlmonopoly Act’ Guldellnes for ‘International’ ‘TLicensing
Agreements (1968]";'whlch is to be applled ‘to’ both patent and

f ThlS paper focuses ‘on the rights and obllgatlons ‘6f-the
partles surv1v1ng the termination of RE- llcen51ng agreements
and compares the current regulatlons under antl-monopoly ‘laws
of Japan ‘and EC over these réstrictions.  The- paper does not
touch upon US because of ‘the reported rev1ew5and°mitigation3
of the anti-monopoly law application to licensing agreements
and because of the paucity of recent 1nformatlon on the
control cover KH llcen51ng agreements. ' S

2. Controversial Restrictive Provisions

Major restrictive provisions which survive the

_termlnatlon of KH 1lcen51ng agreements and whlch may be
'Problematlc are 1lsted below.' ' SN

(1)"" provision imposing an obligation on the licenszes™

not to use the ‘licensed KH (the original KH) wioh

227,



fwg£2)g;Pr0VlSl0n 1mp051ng an. obllgatlon .on the 11censee to
- pAY: royaltles for use of. the orlglnal RH

»»43lu:Brovisionpimposingrangobliqatiogngn the liéehSéé'?6

keep the original KH secret

-.:z44) - Provision imposing an obllgatlon on’ the 11censee
not. to use.the orlglnal KH for purposes other than
;those -licensed
{5) ; Provision concerning handling of improvements to KH

made by .the licensee

fg;(GJffProv131on 1mposxng restrlctlons on deallng 1n

E._;.,compet].ng products

(AS; dlscussed above, confldentlallty 1s an 1mportant f;,
;asset An. enhanc1ng the. proprietary value of KH, so, rlghts:,T
and obligations of the parties are summarized from thg‘."”
viewpoint of confidentiality of licensed KH. -ﬁAs'fof‘the

licensee's improvements to KH, the. Matter is summarlzed from
the.. v1ewp01nt of whether. such 1mprovements can be separated
gﬁxom_theh;;censor s.KH or not. Results are shown 1n the .

attached tah;e. Detalled discussions of views prevalllng in

Japaneand:ECaﬁill_beeexpla;ned.as‘follOWS»uu_f--

3. Views in Japan

(1} Obligation not to use

(1-1) Where the licensed KH is of confidentiality:

e ..“ ‘.’ N SRR

Although there is no. dec1510n of a. caseudlsputlng the

rlegallty of this matter, the Falr Trade Comm1551on 1ndlcatedr

the following. "If the agreement is understood as one to
grant.a license for use of KH, the post-term use ban is
- deemed: unavoidable so. long .as KH remains secret.” 1
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While no reference 1s made to the perlod of use ban

(restrlct: n), t.e_matter 1s consrdered legal so long as K
15 of confldentlallty.:

In the event where the agreement has no prOV151on ?ifj

prohibiting the use of XKH after the termination of the

|
2

agreement there isno dec1sron i such’ case. Conventlonal'
doctrines often held the v1ew that the use was unrestrlcted
after the explry of the agreement. Recently predomlnant
doctrlnes, however, are that the post-term use ban is 1ega1
since: the 11cense agreement is. a sort: ot lease agreement and
non-yuse of KH 1s an automatlc and 1nherent contractural :

obllgatlon of +the 11censee after the explry of the agreement.
*2, *3 This doctrine, however, presupposes that'sald"KH-ls:
of confidentiality. '

i * ez Yo Nakamura: ed.: . "Comments; on Antlmonopoly Act

quldellnes for Internatlonal Llcen51ng
Agreements” (1968) P. 109

*#2: Japan Patent Association Reference Material
476 "Protection of Know-how and practice for
‘Licensing Agreements" (1978), p. 154

*3: S. Amemiya: "Doctrine of Patent License
' Agreement™ The Japan Industrial Journal (1980)
pp. 137 - 145

(1-2)" Where the llcensed 'RH has become publlcly known

There are no decisions concerning this matter in “°

Japan. However, the view that post—term use ban of KH whlch

has become publlcly known prior to the' eXper of the
agreement is 11kely to be regarded as violation of the
antl—monopoly law is’ qulte prevalent. The Japanese Pair
Trade Comm1551on ‘holds the v1ew ‘that the ‘post-term use. ban of
KH whlch has publlcly known may ‘come’ under ‘general’ ’ ‘
de51gnatlon ‘of unfair bu31ness practlces, Ttem 10 "Abuse of
Predominant P051tlon in Transactions™, or’ at times under item
8 "Transactions with Restridtive Conditiona® Ry
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‘ Where, general de51gnat10n of unfalr bu51nessﬂ“
practlces 1ndlcates Fair Trade Comm1551on Notlflcatlon No. 11
of 1953 which designates actions of unfalr business' practlces
comlng under the prOV151ons of Sectlon 2(9) of the
Antlmonopoly Act ‘ ' B

General D951gnatlon of Unfalr BuSLness Practlces-
..1tem 8 {Transactlons w1th Restrlctlve Condltlons)-

, “Deallng with customers on, condltlons, whlch w1thout e
good reason, restrict any transaction between the said’ '
‘customers-and the supplier of commodities; funds,. or other..:
kinds of economic benefit to them or between the said o
customers and any person rece1v1ng those from them, or any

relationship between the said customers:and their:
Vcompetltors._ :

item 10 (Abuse of Predominant Position in Transactidns):
H"Trading'with customers on conditions: Which:are'unduly
"unfavourable. in, the light of normal business practlces by
making use of one's predomlnant p051t10n over the said
customers."” . . G
*4: See *1, P.109
*5: . See *2. P.148
{2} Obligation to pay rovalties
(2-1).. Where the licensed KH is of confidentiality:
Although there are no decisions, imposing'an
obligation.on. the licensee to pay royalties for continued
post~term use of the licensed KH is considered natural, and

therefore_legelﬂl_

(2-2) Where the .licé_nsed._ K hs:._s: bcm publicly known:

iLi
t
J,
)

S S g

:We find no dlrect answer to thls problem in the;_ m7M
Japanese laws nor is there any. de0151on on this matter, .
While there is a view that. the licensee may. seek relief from

- the Fair. Trade Comm1551on, the v1ew that there 1s .no, legal
relief per51sts- - That is,. royaltles for XH are determlned
basged on. the economlcal merlts and the degree of needs of
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‘both parties at -the time the agreement .was concluded, and the
" payment .conditions. for the royalties merely.prescribe the ..: -
-manner; of paymenéitq,ﬁhithbOth parties . agreed.. Therefq;e,w
the intrinsic valueqShould}ﬁotffluCFuate:irreSB¢qtiVe of the
:secrecy of KH. The problem of whether the obligation to pay.
license fee remains after the licensed KH.has becdme publiecly

“KHSWH OF “Hot "sHould be congidered onTacase=by=case basigin e

the light :of -facts.and.situation involving:the individual . -
case.and the intent.of parties.at the time of conclusion. . No
uniform interpretation is possible.in such .cases.: *6 ...

On the other hand, since KH can.be used freely and
without cost by those othér than the licensee once KH becomes
publicly.known, the.licensee is at a.disadvantage if he .alone
is obliged to continue paying the license fees. In this
context, imposing an obligation on the licensee to pay the
royalties even-after KH has become publicly known.falls.under
items.2, 8 -and 10. of ‘general designation of junfair bl,:;.s-'.‘‘i._n‘e_,ss,\=
-practices and may be held:as violating the anti-monopoly law.
‘We find no official viewuofﬁthé.Fair:Trade Commission on this

point.

Item 2 (Discriminatory Conditions for Transactions):

"Affording, without good reason, substantially®-
favourable or unfavourable treatment to certain entrepreneurs
in regard to the terms or execution of transactions.™

*6:. See *2, p.l47. .. . ..
(3} Secrécy
(3-1) Where the licensed KH is of the confidentiality:

The obligatien for.confidentiality after .termination
of the agreement is generélly interpreted as béing.similar to
the.obligation not to use. If the agreement carries.an
explicit provision for the post-term secrecy, then.it is....:
considered .to ‘be :no problem under the anti-monopoly law.. .The
problem;arises,in-absencenof;such;proyisions.‘ Sinqe.itﬁigm{
~considered.reasonable to interpret a license agreement.as a:
sort of lease agreement.and not;as a transfer of KH .. . ...
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“ownership, “it would ‘be rash to understand ‘that the obligaticn
for “sectecy ‘éxpires ‘immediately upon the expiration of .
agréement. So long’as the proprietary value of KH is based’
én'its confidentiality, ‘disclosing its secrécy immediately
means ‘the ‘loss of propriefary value of ‘thé licensor’s K, *7

“o It is, accordingly; considered that; ‘so long as thé - Tﬁn_%ﬁ?
confidentiality Of KH i& kept, imposing an obligation for °" o
“confidentiality on-the licenseé“after teérmination of the
agreement is not'liable to violaté the anti-mondpoly law. -

M KT ¢ 'Seer*2, ‘ppl Y155 = 156

*(BLQJ“MWhéré?theﬁliéeﬁsed KH has become publicly knowni'.

Tf KH which is the object ‘of the license agreemént:

“Becémes publicly known after-the termination of the~ ' . uvi
agreement, the licensee is ‘generally'believed to'be exempted
‘of its-obligation for confidentiality.’ Accordingly, imposing
“an’ obligation 'for confidentiality on-the licénsee after '
termination of the agreement is liable to violate the
anti-monopoly law.

(4) Obligation:notatémuse.KHafo; other :purpeses... . .

It is considered tﬂat‘Ehé'65iiéétiénwno£”£o'usé”iidénSéd
KH for purposes outside the scope of ‘license if ‘handled by
the substantially similar idea to the cobligation not to use.

(5} Licensee's improvements to KH

{(5-A) Where the licensor's original KH and the licensee's
“Siielimprovements‘to KH are’ inseparable: S

A i B T D v BT A gt VS A 2 e 2

“That the licensor's original 'KH and’the licensests: i’
improvements to KH até’ inseparable means that the licensor's.

“priginal KH is indispensable in exploiting the licenssée’s™ -

improvemerits to-KHv  In other words; the exploitation of the

licensee's 'improvements inevitably accompanies the use of ‘the
licensor's KH. “Since“such licenseée's improvements'are’ -
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subject, to the, licensor's KH, it is considered that,. so. long.

as the licensor's KH remains confidentiality, the licensor. . .

can continue imposing the following cbligations on-the. .. .. ..
licensee after the termination of the agreements without
violating the anti-monopoly. law..

* Not to dge’ 1mprovements to KH [P
- * To keep merovements to KH: secret . _
oo R Not to. license improvements .to KH to thlrd partles

* Not to use improvements to_ﬁﬂpﬁorzothe;_purppsesJL

. On the other hand,. where the original KH is:-no longer
secret, it is considered that 1m9051ng said obllgatlons on
the licensee in liable to violate the anti-monopoly law.

(5-B) Where the licensor's original XH and the licensee's .
improvements to KH are separable: -

That‘theéiicensorﬁs original: KH. and the. licensee's
1mprovements +to KH are .separable means. that the former is not
at all needed in exploltlng the latter or the former doés not -
affect the latter contrary to the above case (S—A). In other
words, the licensor's original KH is not utilized in . ..
exploiting the licensee's improvements to KH.

Suchhlicensee's improvements to KH should be freely
disposable,. therefore,. imposing restrictions as mentioned in
#(5-A). on. such improvements to. KH is.liable to violate the
anti-monopoly law irrespective of the confidentiality. of. the
licensor's, KH.:

{6) Restrictions. on.dealing in. competing products ..

Restriction on dealing in competing products means
restricting . the business activities of theﬁlicepsee which
should be free. to conduct, and also means restricting -
competitors of the licensor. in dealing with the domestic.. ...
entrepreneurs... The ;restriction on competition is quite ...
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airéétﬁfana“ié‘conéiaered4high1y9111ega1;~=(1£em~1'13)*off;*r
Antlmonopoly Act Guldellnes for- Internatlonal Llcen51ng

Agreements)

Therefore, imposing restrictions on dealing in ‘the °

' competing products after the termination of the agreement is
not allowed irrespectivéxof?whefhér“thé"agrééméht”ié'

exclusive or non-exclusive. Post-term restrictions’ are noﬁ
allowed even in ‘the ‘cdse ‘of ‘darlier termlnatlon by a cause
attributed to the licensee. *8 '

:”*8: 'FhirLTrédéiCbﬁmiééion‘ed;.”'“Falr Trade" Wo. 419
(Sept., 1985) " pp_ 55 ZEG a S

4. Views in EC

- Based on the draft Commission Regulation on the
" application~of ‘Article '85(3) of the Treaty to
U cetrtain categorles of” know—how 11cen51ng '

”’agreements S

(1) Obligéﬁiohihﬁi to ‘use Gt
{1-1) Where the licensed KH is of confidentiality:

e AYE, 2-1-(3) of*thé*Regulhfidﬁ-defined'that‘ihPGSEhgi“
an obllgatlon on the ‘licensee not to- exploit the' Iicenseed KH
after termination of the agreement does mot ‘fall udnder = 7
restriction of competition as long as KH is still secreti'and
does not consist only of practical experiénces obtained in
working an expired patent previously ‘licensed 'to the  ~"

licensee.

“+‘In ‘other words, thé”ﬁfbViSidn*admftS'thé*pdSt¥Eérm*ﬂ§e
ban of KnﬂfarflibénSéé*afﬁérftﬁe*agrééméht=tekmihatesaf'suchf_
an obligation is considered ‘an ordinafy’ feature of KH '~ 7
licenses: - If the postiterm use ban of KH ‘is not admitted, '
ﬁhe licénsor would be forced to transfer its KH permanently,
and this would discourage technology transfers. This
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provision is not appllcable, however, 1f KH con51sts only of

,practlcal experlences accumulated in worklng ‘the explred

patent prev1ously 1lcensed to the licensee. This is because
the llcensee would be at a dlsadvantage compared to. 1ts_

competltor who can freely develop and use the 1dent1cal KH in

worklng the explred patent.

11

(1~2)‘ ﬁhere_the”lioensed‘KH has become pnbiicly'knownr :”

Art., 3-(1) forblds preventlng the 11censee from _
continuing its use of the licensed KH after the termlnatlon

of the agreement as. 1t falls under restrlctlons of

competltlon, 1f RKH becomes publlcly known by the action of

partles other than the 11censee,'or 1f KH con315ts only of L

the practlcal experlences obtalned 1n worklng the expired |
patent prev1ously llcensed to the 1lcensee. .Thus Art. 3- (1)
does mot admit the post—term use ban of the llcensed KH for.

the llcensee where KH has become publlcly known through the.

actlon of the llcensor or third partles.

When the llcensed KH becomes publlcly known by the
actlon of the 1lcensee, could we con51der that the prov151on
admits the post—term use ban for the licensee? Although_the
Regulatlon does not stlpulate thls p01nt imposing the ::‘:
post-term use ban lS llkely to be deemed .as restrlctlng. N
competition apart from the llcensee s v1olatlon ander the
secrecy provision.

(2) Obligation to pay royalties
{2-1) ,Where‘thealioensed_kﬁ is . of confidentiality; o

The Regulatlon explalns that the secrecy is of the B
essence of KH,, and therefore 1m9051ng an obllgatlon on the_;

1lcensee to pay royaltles for hls contlnued post—term use of
KH is not con81dered as restrlctlng competltlon, but ds

_permlssrble,

235.



(2-2) ‘Where the'Iicensed”KH“becomes bﬁhlicly’known:“

1y Art- 2-1- 18)'§rovides”that'if KH has become
publlcly known by the action of llcensee, 1m9051ng the
'obllgatlon on the licensee to continue paylng royaltles until
the termination of agreement is not ‘regarded as restricting
competition. It is not clear, however, whether imposing the
obligation on the licensee to continue ﬁaying°roya1ties after
the termination of agreement is con51dered as restrlctlng the
competltlon or not o ' '

(2) Art. 2-1- (9) prov1des that 1mpos1ng "the’ obllgatlon
OT the 11censee to contlnue paying royaltles for up to '3
' years ‘after KH has become publlcly known through the actlon
of thlrd partles, is not consldered as restrlctlng :
competltlons. ‘(Provided, however, that it does not prejudlce
the rlght to decide deferrlng the payment of a fixed amount
for a prescrlbed perlod of time lrrespectlve of the tlme When

KH has become publicly known.)

: Aéééraing‘to-ﬁhe eﬁpianationlgiven'by the Regulation,
thls prov1s;on was created as necessary to av01d unfalr and
festrictive SLtuatlons since provrdlng unllmlted or
unreasonably lonq (i.e. more than 3 years) perlod for
contlnued payment of royaltles after KH has become publlcly‘
known is 1nappropr1ate." . ' ' ' '

On the other hand, Art 4-1 provrdes that exemptlons
‘provided in Articles 1 and 2 ‘“shall ‘also’ apply to agreements
containing obllgatlons restrlctlng competltlon which are not
covered by these Articles and which do not fall within the
scope of Article 3, on condltlon that the agreements in
questlon are notlfled to the Commlsslon and that" the'.

12

'”Commlss1on does not oppose such exemptlons w1th1n a certain

perlod (6 months).ﬁ In add1tlon Art. 4= 2 (a) prov1des “that
Art. 4-1 is applicable to ‘an’ obllgatlon on the licensee to o
continue paying royalties for more than three years after ‘the
‘licensed KH has become publicly known.
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From the above, 1t 1s consrdered that 1mp051ng an
obllgatlon on the llcensee to continue paylng royaltles for :
more than three years after KH has become publlcly known by
‘the actlon of thlrd partles is of a gray area whlch-may be

regarded as restrlctlng competltlon.“'

13

Slnce the lead tlme obtalnable through the 11censed KH”

places the manufacture and marketlng by the llcensee ln a

superlor p051t10n, the payment of royaltles for more than 3: .

years should be justlfled by submlttlng agreements in
gquestion to the”CommlsSLQn andrrece1v1ng their approval.

(3) Art. 3- (5) prohlblts 1mp051ng an obllgatlon on the -

llcensee to pay royaltles for the use of KH as restrlctlng
the competltlon 1f KH has become publlcly known by the actlon
of the licensor or the enterprlse connected Wlth the )
licensor. ' o

Under thls prov151on, the 11censee should be exempted
payment of the royaltles if KH has become publlcly known ' f
through the actlon of the llcensor.'; . o

{3) Secrecy
(3%13”Qﬁh¢f€'thé'iieéh5¢afkﬁi¥$'q?gédﬁfiééﬁ#iaiify?Q

Art 2= -1~ (1) prmrldes that 1mp051ng an obllgatlon on -
the 11censee not to dlvulge KH communlcatec by the 1lcensor i

and holdlng the llcensee to observe thls obllgatlon after the

agreement has explred are not restrlctlve of competltlon'”'_f

‘The secrecy, iafcahazfwefag;*a;-s%*égg sssence of Ki
and is extremely important for concludlng KH agreements.
Therefore, 1mp051ng an obllgatlon on the 1lcensee to keep KH
secretulewperm1551bte even after the agreement has expired.

237



14

(3-2) fWhere_the llcensed‘KHLhasthecome publicly known:

» When KH loses 1ts confldentlallty (or has become _
publlcly known), the llcensee is exempted from obllgatlon for
keeping confidentiality after the explry of the agreement.

Therefore, t 1s con51dered that 1mp051ng an
“obllgatlon on the llcensee to keep KH secret after the explry
of agreement falls under restrlctlon of compet1t1on.__
(4) Obligationmnot'to.uselkH for other purposes

' It 1s consrdered that the obllgatlon not to use KH for
'other purposes after exp1ry of the agreement lS handled by

_the same 1dea as 1n the above mentloned 1tem 4 (l) ccncernlng
~the obligation not to use. ‘

7 Art. 2 -1~ (10) prOV1deS that 1mp051ng an obllgatlon on
the llcensee to restrlct hlS exploltatlon of the llcensed _
technology to one or more technlcal flelds of appllcatlon N
covered by the licensed technology or to one or more product
markets is not restrictive of competition.

It is considered from this prov151on that the llcensor
-has the right to transfer KH for limited purposes, therefore
_1mposrng an obllgatlon on the llcensee not to use KH for
other purposes may not be regarded as restrlctlve of“
competltlon. As. Art 2- l—(lO) is con51dered as bElng d_l y
premlsed on keeplng KH secret, 1mp051ng an obl1gat10n on the
_11censee not to use KH for other purposes is c0n51dered

restrictive of competition if KH becomes no longer secret.

(5) . Licensee's improvements to KH

(5-A) Where the licensor's original KH and the licensee's

improvements to KH cannot be acparatedt




‘ That the llcensor 's KH and the llcensee s 1mprovements

to KH are 1nseparable means that the exp101tatlon of the':

llcensee s lmprovements 1nev1tably accompanles the use of the
llcensor s KH Wthh 1s as descrlbed 1n v1ews of Japan.h'“

To encourage exploitation of the licensee's

15~

4|
!

'"lmprovements o KH™” 1s "degirablein” v1ew of publlc 1nterests,

but this may make it dlfflcult to secure the confldentlallty
of the llcensor ] orlglnal KH land the 90551b111ty that the ;
llcensor may 1ose all cannot be dlsregarded.” Then, 1t 15_””:
con51dered that handllng of the 1lcensee s 1mprovements to t 
the 11censor s KH should reasonably be 91m11ar to that of the
1lcensor '8 KH ' ‘

Therefore, 1m9051ng obllgatlons ‘on the llcensee not to

use his improvements to KH, to keep them COnfldentlal, not to

use for other’ purposes,Aand not to llcense them to thlrd
partles after the termination of the agreement is con51dered
to be perm1551ble so long as the 11censor 5 orlglnal KH
remains confldentlal,_and 15 regarded as not restrlctlve of
competltlon. If the 11censor s orlglnal KH becomes publlcly
known then such bans may be regarded as restrlctlng
competltlon and not perm1551ble.

(S:B) _Where the licensor's orlglnal KH and the 11censee 8

1mprovements to KH are separable. )

That “the llcensor S orlglnal KH and the 11censee g

1mprovements to KH are separable means that, contrary to the

above case (5~A), the 11censor s or1g1na1 KH is not utilized
in exploiting the licensee's improvements to KH.

" According to Art. 2-1-{4} and Art. 3-(2)-(b), the
licensee is not prevented from usingﬁhis'own»imﬁrotements to
KH, or llcen51ng his 1mprovements to thlrd partles where such
llcenSLng does not- dlsclose the orlglnal KH of the llcensor )
which is still conf1dent1al This is because 1f the llcensee
were denied a possibility of benefitting from his own
improvements after the termination of agreement, he would
have less incentive to improve the technology, and potential
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‘lmprovements whlch could 1ncrease competltlon on the market
mlght therefore not be made. In addltlon, the ownershlp of f
the llcensee s lmprovements to KH\lS con51dered to ba51cally
belong to ‘the llcensee, “and Art 2-1-(4) and Art. 3- {2}~ (b)

are considered to allow the same.

) tj In sum, we belleve that,rso long as the llcensor s e
.orlglnal KH 1s not used 1n exp101t1ng the 11censee S,
1mprovements to'KH; 1mp051ng obllgatlon on ‘the llcensee not
to use hlS lmprovements to KH to keep them confldentlal, not
to use th e for other purposes, and not to 1lcense them to'"
third parties ‘after the termination of the agreement 1s S
considered to be restrlctlve of competition and to be’ not

' perm1551ble, 1rrespect1ve of Whether the llcensor s orlglnal

KH 1s secret or not"”

) kégs;eaon on dealing in competing products

Art: 3 (9) prov1des that restrlctlng handllng of

competlng pr'ducts (research and development, manufacture, o

use and dlstrlbutlon of c'mpetlng products) is restrlctlve of-

competltlon, prov1ded however,ﬂthat the llcensor 1s admltted

to have the following right:

-kaf”ﬁImp051ng an obllgatlon on the 11censee to make best
efforts for explortlng the llcensed technology,

‘lf the 1lcensee 1s engaged 1n competlng act1v1t1es,

(¢) Checking if the licensed KH is not used in
manufacture of products and serVLCes other than

hthose 1lcensed '_

”(hYﬁLTermlnatlng the exclusrvrty granted to the llcensee

16

iTherefore, restrlctlng deallng 1n competlng products 1s

nnt permlqslble even after the termlnatlon of agreement._i”f
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5. Conclusion -

Having studies the subject) we Believe that the views of

" Japan and EC on the restrictive provisions which sutvive the’

termination of KH license agreements are almost the same
albeit some differences. (EC's views are more explieit.)

This matter should be primarily examined from the
standpoint of protection of KH and that of restriction on
competition as well as of adjusting interests of the licensor
and the licensee. We studied the matter by focusing on the
aspect of restriction on competitions. Since the Japanese
legal system is not fully competent concerning handling of
KH, the above deliberation is largely based on doctrines,

 interpretations and assumptions.

The provisions which may become problematic after the
termination of KH agreements are often influenced by the
legal systems, legal doctrines, jurisdictions,
interpretations, etc. of various countries except where they
are clearly illegal and invalid. In order to avoid possible
trouble in the future, it is recommended to make the
provisions as clear—-cut and detailed as possible.
Particularly, regarding rights and obligations in the event
the secrecy is lost, and handling of the licensee's '
improvements to KH separable from the licensor's original XH,
they should be clearly prescribed by the provisions of '
agreéments. In addition, the content and scope of KH should
be defined precisely and detailedly in order to avoid

'possible disagreements over the confidentiality of KH and

separability of the licensor's KH and the licensee's
improvements to XH.

For the reasons stated in the beginning, wé could not
study the current status in the US; it is said that the us
court tends to rely on the consent by the parties at the time
of conclusion of the agreement as the basis of the court
judgment. This is all the more reason why we should take
interest in the present matter. We would like our US
colleagues to report the current status of this matter.
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It is desired to proceed with detailed analys:l.s and
studies on this matter from the viewpoint of protection of KH

in the future.

i

242



19

“Comparlson of Current Anti-monopoly Regulations in Japan and EC Concerning .Rights.

,and Obllgatlons of the Partles to KH License. Agreements Surv1v1ng the Termination thereof L

Japan

<EC

{1-1} Where criginal KH

1. Imposing obliga-
retains confidentiality

tion on license
not to use
licensed XH .
{original KH) (1-2) Where original KH
loses confidentlality

gre.

{1-1) Not violate anti-
monopoly law

(1-2) Likely to violate
anti-monopoly law General

Designation #8 (trans-
‘actions: w1th restrlctlve
“conditions) v :
“General- De51gnatlon #10
' {abuse“of" predomlnant
~position)®

(1?1f{N6£7fall uﬁder

restriction of competi-
tioni(art. 2-1-(3))

11—2‘¢””

(1} Tllegal whérn K

becomes publicly known
through ‘Ticensee " {(?Y

ﬁﬁB;gach of dgreement)

llegal when KH.

?becomes publicly’ known
ﬁthrough llcensor or third




re

Japan

20

EC

2. Imposing obliga-
tion on licensee
to pay royalties

3. Imposing obllga;

tion on’licenses:

to keep- orlglnal

KH secret

(2-1) Where original KH
"retains confidentiality

{2-2) Where original KH
loses confidentiality

"(3-11 Where original KH

{(3-2) Where original KH
loses confidentiality -

(2-1) Not vioclate anti-
monopoly law

(2-2} Likely to viclate
anti-monopoly law
General Designation #2
{discriminatory
transactlons)

Geéneral- DESlgnatlon #8
(transactlons ‘with

restrictive” ‘conditionsg)
Gerieral Designation #10

(3-1) Not viclate

(3-2) Obligation is
exempted. Likely to
vielate anti-monopoly law

‘antizmonopoly:law o

{(2-1) Not fall under
restriction of competi-
tion

(2-2)

(1} Unclear when KH
‘becomes publicly known
through licensee (see
AYti 2=-1-(8))

(2_ When KH_becomes

Art.2- 1 (9)) '
*subject £6 examination
by ‘Commission...more

than 3 years after
publlcly known

(Art.4<2-(a))
{3) Tllégal:when K

through licensor
(Art.3-(5))

(3- 1) Not fail under

21— {1

(3-2) Obligation is
exempted., Fall under
restriction of competi-
tion

_becomes._ publicly known. ... .




Y

Japan

21

EC

5/ 74

4. Obligation not to
use KH for other
purposes

5. Handling of
improvements to KH
by licensee

6. Dealing in
competing products

{5~A) Where inseparable

from original KH

{(5-B) Where separable
from original KH

(4) Similar to (1-1),

(1-2)

(5-A} Similar to handling
of original KH

When original KH retains
confidentiality, imposing
obligations not to use
improvements to XH, keep
them confidential, not to
use them for other
purpcose, and not to
license them to third
parties does not violate
anti-monopoly law. When
original KH loses
confidentiality, it is
likely to violate
anti-monopoly law.

(5-B) vVaricus bans
mentioned in (5-A) are
illegal.

(6) Violates anti-
monopoly law (highly
illegal)

(4) Similar to (1-1),
(1-2)] (See Art.2-1-(10))

{(5-A) Similar to handling
of original KH

Varicus bans are legal if
original KH retains :
confidentiality. Various
bans Jare illegal if
original XH loses
confidentiality.

(5-B) Various bans

mentioned in (5-3) are
illegal. (See Art.3-(2)-
(b} and Art. 2-1-{4})

(6) Fall under restric-
tion of competition (See
Art. 3-19) :
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. Abstract’

WIPO is now discussing the issue of harmonization of
patént laws in the'world-and expert meetings therefor have
been held since 1984.  The third meeting was held in March,
1987 and the fourth one is scheduled to be held in Noveémber
this year (" The intended-harmonization covers hot: only: the
procedural aspect but also the aspect of substantive
regulations, - At preSent a total of 12 items have been
taken up-for discussion-and it is expected that further
1tems will be added. in future. . .

In view of the above activities of WI?O ve would like
to introduce the present status of dlscu5510ns on’ these:
items and at the same time, to express our views thereon.

1. INTRODUCTION : - : co iy

For the harmonlzatlon of patent laws in the world
expert meetings havewbeen_held in WIPO since 1984. The
first expert meeting was held in May 1984, the second one in
May, 1986 and the third one in March, 1987. During this
period, the. items to be dlscussed were addedtandaat present,
a total of 12 items have been taken up. for discussion,

In the meetlngtheld\;QLMarch.thls_year,:the;United
States of America announced. that it is.planping;tq,shift
from the first-to-invent system to the first-to-file system
to promote harmonization, in a proposal which attracted wide
attention. This was proposed as a packagersglutipn with
other important iltems, but we highly welcome this positive
attltude of the United States, T -

Japan also positively supports harmonlzatlon, and our
PIPA Japanese Group has .followed. the course and expressed
1temv1ews‘f:omut;mehtoitlme,;_NOﬂ:weﬁwou;d ;;ke_tq_make a
comprehensive review of the WIPO proposa;,,ﬁpping,that it
will be of some help to our members.
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As we do'not have encughitimé to''go ints details, we
.attach at the end of this paper a copy of the draft
harmonization treaty published:tecehtiyfbf-WiPd* on the i
basis of the discussion at the third’ expert meeting” of  WIPO, -

The following are our comments, presented accordlng to
the order of the draft threaty provisions,

2. FORMAL REQUIREMENTS (Chapter I of Draft Treaty)
(1) Requirement for granting a filing date (Article 101)
The current draft treaty proposes the minimum
ﬁtequlrements wh;ch ShOU¢d be - sa 1sF1ed by every

Vappllcatlon and the ma31mum requlrements whlch can be

:1t10nally:imposed in any Contractlng Stat'*to;gran -

hnhan'appllcatlcn date, and we: cons1der that‘thes
ts are’ ba31ca11y acceptable.z" -

fHowever, we: wculd llke to- comment on: som_ﬂofythe

_”ﬁ;p01nts con51dered controver51al at the thlrd"meetlngf*”
. as follows.:_ ‘

CTLY U Drawings v T
The draft treaty prepared for’ the thlrd

meeting did not contain any prov151on regulatlng S
e’ case in’ whlch an“ appllcatlon 18 not’!

accompanled with draw1ngs ‘However,”'in' some = *

'”technlcal flelds, there ‘are’ many instances when
draw1ngs are' essentlally 1mportant Accordlngly,ff

" ‘when ‘such an application®is not accompanled w1th

ﬁ?draw1ngs refered to- thereln, “it 'is desirable t&~

‘5st1pulate that ‘the appllcant shall be"given the
- dame’ chance to supplement ‘the draw1ngs '4s provided
*1n Artlcle 14(2) of ‘the” PCT, 50 that the'j'” e

'ﬁ'the date of flllng the drawings.’

“ PHEABOvE prOpOSa’.L was added to EHE arart
treaty amended for the" ccmlng fourth meetlng

u”(whlch ig” expected ‘to'be held 'in November':
ori thé' basis of the dlscu551on in“the thikg ™"

" meeting, so"that we thlnk that the draft w111'now“i
be acceptable : : ! ol ) : :
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'VhApplication not containing but. refferring to the
description of forelgn appllcatlont‘,“_a”
: -« There.arge some. countrles where -an application
J}fls permltted whlch merely refers to. another

application, e.g., a foreign prorrty:app};cation, ’

'”Bﬁfwaﬁéswﬂaﬁmﬁbﬁtaiﬁwﬁhywﬂégéffﬁfiﬁﬁmﬁf”fﬁé” -
invention {(for example, an. application by t;_e;._Jl_.ez_q:).i.=
..A topic of discussion was whether . such an
w_appllcatlon should .be accepted w1th .a due .. -
?appllcatlon date,_lf it satisfies only the above-
~.mentioned. minimum. requlrements and the. requlred
..description is:filed .within a;prescrlbed perlod
. - However, a basic pr1nc1p1e of patent. appllcatlon
R RTTE procedure is to spec1fy the content of the . . .
invention and describe. it at .the time of f111ng
the application. Moreover, it is considered that
complicated problems will arise if the content and.
. :Scope of the later application do.not correspond
to those .of the former application,.and therefore,
it. appears to“usrthat the.introduction.of“tne;
= provisions..regulating such. appllcatlons As.,

unnecessary. .in view .of harmonization of patent
mﬂlaws LR m»,me T :
: Accordlng to the draft treaty amended for the
s \,.%,f0urth meetlng, it .is. .proposed. to. stlpulate that
A.ﬂc each. country is. allowed .and not obliged.to premlt
. .the .above procedures, and we con51der that_thS

proposal 1s a practlcal solutlon
4(iii). . Electronic. appllcatlonjgjp s e
At present, .the Japan Patent Offlce is.
;Rpromotlng a. paperless plan in. cooperatlon th,
;- USPTO .and EPO. .:It shuld be.made clear that, the
~‘future electronlc appllcatlon will be treatedi;n
~he s same smanner as .the paper. appllcatlon For

;gexample,_where a, correspondlng papetr. appllcatlon
iis made in a. second country, .. whlch does not .accept
.an electric application based. ‘on_an-electronic

.3 .application in a first country, it is still ...
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necessary that a right to prlorlty should be - duly
glven to the application.
" This' point is not referred to in the draft
‘treaty.' Therefore, 1t Seems necessary to confirm
'““thls p01nt S ' IR R

ffNamlng of ‘inventor ‘(Article 102)

It is" proposed in the draft treaty ‘that the name
of the inventor should be “indicated in an appllcatlon,

“ete. U Generally, ‘this is ‘considered adequate.- However,
‘it was decided ‘that since this article is relatively
“animportant; no further discussion should be ‘undertaken
““thereon for ‘the time being. ‘Accordingly, it ‘was not

prescrlbed in ‘the aménded draft treaty for thé' fourth

' nmeetlng,'and is left open.“

Manner of descrlptlon (Artlole 103)

' The proposed draft stlpulates only the basic

: “requlrementS"for a detailed description of the
.invention}”andathe requiremeﬁts"are considered

substantlally ‘the same as those of ‘tHe PCT ‘and EPC
Therefore, it is considered adeguaté. '
Next, accordlng to the proposed draft ‘rules, no

: descrlptlon of the best mode as requlred ‘under United
“'State's patent law is required., ‘In ‘this connection, we

‘:’dnderstaﬂd7that the United States expressed in the
“third- expert ‘meeting that it may not insist that a best

mode be included in ‘the draft treaty.

Further, it is stipulated in’theée draft rules that
the "technical ‘£iéld of the ‘inventidn, technical problem
sought to be solved Byfthe’inventiOn and “a ‘solution to

“the problem must ‘be disclosed in -the sPeC1flcat10n.

“Howev r, the descrlptlonwof the W"effects®
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":Japanese ‘Patént Law is rot required as essential,
““although it is Tequired ‘to disclose "the advantageous
effects, if any," Of ‘the “invention. - 'In addition, it is

not ‘cléar whether ‘the word "effects" “in “the ‘draft rules
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u.meaﬁs:the:samewthingfas-the“ﬂKQKaﬁirefe;:edtte;tnfthe
‘.Japanese Patent Law, .. . .. . G m..w' . .
In the third meeting, Japan asserted that the
description of "effects" (KOKA) should be made
¢ essential, ‘but the proposal was not-supported. generallyp

§6TtHAt the matter remains pending:

(4) - Manner of clalmlng (Article. 104) , :
: .In.the proposed draft treaty, only a ba51c :
prlnc1ple is: stlpulated for the descrlptlon of clalms,
which .comforms to. those .of - the PCT and EPC. . The:eﬁore,
“it:is~considered adequate:. .- :... . .
However, in the -propesed.- draft rules it 1s not

clearly.1ndlcated;that¢mu;t1p1e,dependent claims  should
refer-to other claims in-the‘alternatiﬁe,ﬂ_which_should

. berclearly stated. y . .
‘Further, the: draft rules stlpulate that multlple
- dependent: claims may depend on-other multiple.dependent
claims, but such a rule should be avoided (Rule
©104:5(c) ).
Although the United States ‘and Japan 1nd1cated
‘their ‘comcern.on the above points in the thlrd:meetlng,
they are: not: reflected in the proposed draft. treaty,
‘making- it necessary to further assert these p01nts in
the‘cemlng fourth meeting,.

(5} Unity of invention (Artlcle 105) .
' “This article stipulates: that an appllcatlon shall
relate to one invention or a group of inventions so
- linked-as to. form.a single. general inventive concept.
Therefore,’ it basically conforms to those of. the PCT

~and: EPC..and is considered basically adequate,.

‘ Further, as to.a more detailed and concrete -
treatment of this mather, a trilateral investigation by
the USPTO, EPO. and JPO is now underway, and we would; ::
like to. follow these: developements. '

‘In Japan, a 1987 revision of: the multlple clalm
system is. scheduled: go into effect in.January, 1988,
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“”ﬁakfng“%ﬁ‘éﬁﬁi&éﬁﬁiﬁﬁ”%ith:muItipleVbléimsﬁpdssible;as
in Europe and the United States, ¥ This new claim:system

wiii'c6m91§‘Withrﬁhis*afticlé;*ﬂr s

3. PATENTABILITY AND - EXCLUSIONS ‘FROM PATENTING (Chapter IT
of Draft Treaty) il gelomn : fed o
{6) Grace period (Article 201)

This article stipulatésTthat:evenvwheﬁfthe‘cohient;

of a’'patent application is disclosed prior-to filing
““the application; “if the application ‘satisfies:u i .
“ippescribed ‘conditions: the’ applidation ‘shallonot be
rejected or invalidated after thé-grantiof-aspatent.
The Uﬂiﬁéd?stateé?étteSSQSfthatTthisuis?onevof the
“***Bésidfpéinciple*téﬁbe“aadptéd*as'a?package=soluti0n

i. In order to obtain the benefit:of a grace:period,

“iit'is‘reéquired’that oné who has:first disclosed an

““invention ‘must be éither the inveritor named in-a later
application or a“third person who'has obtained:the:
knowledge of the invention from the inventor: theredf.
¢n*thié3§oint}?thié_értibleiisitd be’construed as

“‘meaning that if'a third person has invented the same
invention  independently’ and:disclosed or £iled an:"

" applicdation prior to the filing date .of the’application
by the first inventor, thenthe application:by. thé:
first inventor will be rejected on this basis. This

.concept is different’ from: the'protection of sthe: first:’:

~Hinventortaffordéd under”current United’ Statesilaw, (Is
it ¢ understand in the United States?) "
iU The benefit of a ‘grace periodis not limited: to
“applications‘relating to"the same invention-earlier
disclosea“’but‘eXténas’tc obvious variations ‘thereto.

“Patent Law,‘we ‘consider it. adequate.

An ‘earlier dizclosure’ of dn ‘invention &an be' !

iiiyg
.permitted 1rresPectiveFof~Whéthérfit“is-made=1n*‘
“;r&tihg}*bnélly;*byvuseVOrwihIéﬁy?otherAway;’iThis
relief ‘is-also wider ‘than the current Japanese Patent
" Law but we would like to support it.
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Avesia . I 18 stlpulated that the earller disclosure of

1nventlon st have been made w1th1n twelve months

;prior to, flllng date of the appllcatlon (or ther_“_

priority date when priority .is clalmed) : 1w3
. First, the period is counted back_trom the'

~priertey: ste”so that~the applicant-can-enjoy the-

benefits of .2 grace. .period, for subsequest flllngs in
other countrles -This, secures the rlght of pr10r1ty
under .the Parls Conventlon Therefore, we, would llke
. to support it. According - to ‘the current. Japanesehw
.Patent Law,, the period -is counted -back from the actual
flllng date of a Japanese appllcatlon 80 that the -
relief will be enlarged by this article.

As regards the grace period, ‘there are alternat1ve
proposal of. twelve on sixz months, but as thlS p01nt is
not .an . essentlal problem,:an 1nternat10nal agreement
will be, reached if a.package. solution is .reached w1th
the sh1ft1ng ko the - first-to-file system ‘ e

V... Hext, as to whether orvnot any . formalltles are
required to enjoy the beneft of the grace. perlod the

- draft .treaty .is. 311ent and. leaves thlS matter to the
domesgtic law.of. -each, Contractlng State. The_ current
Japanese. Patent Law. strlctly requlres the presentatlon
-of .written.evidence, but we consider that th15.=w;; o
: bllgatlon may well be telaxed, .On_ the other hand it
ig considered that the notification of a prlor-
- disclosure shculd be required in, order -to. clearly
1nd1cate to_a third person.that an earlier dlsclosure
:does_not. preclude the. patentablllty of the appllcatlon.'

(7) Prior art effectéoﬁ,applicatlon_(Article;ZQZ)h_,l.:
This article stipulates that an earlier

unpubllshed application shall be. c0n51dered effective
prior art with respect to a later appllcatlon from 1ts ‘
filing . date{cr from.the. prlorlty date where. prlorlty 155
claimed) only for purposes of determlnlng lack of :
novely, provlded that. the content .0f the. descrlptlon
included in . the earlier. app11cat1on is later published.
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The prlnc1ple that the prlor ‘art’ effect extends to
the prlorlty date means that’ the ‘Hilmer case™ in ‘the
United Sta'tes "is overruled and we welcome ‘the Unlted
States' accceptance of ‘this article,® ' =

It is proposed that a prlor ‘art bar shall not
exlst when “the 1nventors ‘are the same in ‘both ‘garlier ey
jand later appllcatlon as well as when applicants are' '
‘the ‘'same in both appllcatlons 'This point’is 7
'con51dered in “the amended draft treaty as a matter’
requ1r1ng further “discussion in ‘the next meetlng, and

ve nope that an agreement will be reached “in the next
meeting. ' ' o ' e

(8) Exclus1ons from patenting (Article’ 203) ‘

o “This item was newly added in the third expert
‘meeting "and no draft ‘article has been proposed- yet
“THe ‘International Bureau of WIPO is scheduled to-

present its draft after'conductlng a further '

investigation of the technical " f1e1ds encluded from
a patent protectlon in each ‘country. - o
' Due to the" dlfferences of rules ‘and pollc1es
:félétlng to the exclusion of subject matter from
patentability in each country, it is considered’ '
difficult to achieve harmonization in every technical
*. field, but at’ least those inventions which are: related
to pharmceutlcal processes, food processes mizxtures of
metals and alloys ‘and chemical processes should be"™
'TPatentable, and "each country ‘should make ‘avery effort
to ensure that inventions relating to- pharmaceutleal
products, food products, chemical products,
microorganlsms etc.'are patentable SRR

4. "RIGHT T OBTAIN PATENT AND- PATENT RIGHT (Chapter IIT of
Draft Treaty) - i onamn Piin L
(9) "Pirst-to-file system or first-to-invent system
(Artlcle 301) = B e
"The draft treaty proposes ‘the adoption of- ‘the"

“first-to-file- system - InTthis' connection, we would
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#like'tc‘éxp;eSS”ourudeep.fespect“torthe;United-States
'-for'itsfc0ufagEOUSﬂexp;essiOn‘in:the:thirdvexpert‘
cmeeting that.it.would. be.willing te :-shift:from.the . ;- .
o first=to-invent. system, .which has prevailed since: the
" @stablisment: of ‘its patent system, :to :the first-to-file

systen ‘and we Understand’ this expresgion as the
manifestation of .its zeal for harmonization. .

.~ The ‘first-to=file system has the following. .advantages,
aﬁﬁ*varionS“problems.arising-uhder the first-to-invent .-
- system would be solved, - _ . el
i, It will expedite public disclosure of invention .and
promote technical progress, reduceing the possibility
of duplicating research and -investments. g

ii. Under the first-to-invent system, the filing date.is. .
delayed so that -the date of priority-for.é foreigng
‘application (generally in countries employing the
first-to-file :system) is also delayed thereby

...... :: increasing the possibility of ‘loss of .patentability.
‘This problem can be avoided .under .the .first-to-file
“isystem, L .

iii. Under the first-to-invent system, the:application may.

- be filed within one year  from the public:disclosure of

“the -invention, 'but it can not be filed in a:foreign _

“country -requiring absolute novelty. . On the other hand,
under ‘the first-to-file system, every-application is
basically filed prior to the public disclosure of the
“invention so that the above.problem can be avoided,

iv, Under the first-to—invent. system, evidence and records

regarding ~the conception and reduction to practice of
“an invention must.be prepared.and kept:for .a: long time,

"'so.that -the inventor is prepared to prove-an earlier
date of invention, but the first-tdffile'5ystem

eliminates such -unproductive work. ..

v. Under the first-to-invent system, a.conflict of
priority is-usually subject té an interference

'w procedure regquiring much time, labor and expense, under
| which the Patent Office also bears large administrative

: ! | ,_ | ‘257,
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#:and’ economical burdens,.: However, under the first-to-
file: system, sSuch:unproductive disputes can beiaﬁgided.

vi. The’ actual: date of 'invehtion: of a:patent. is not:known

#:7tothe third-party,- so that it:is sometimes.difficult

CiitoJjudge’ accurately the relevancy: of newly discovered
prioriart with' respect to: the:validity. of the patent. — e
Accordinglyy~his*business_planhing lacks certainty. ' .
vii, Even for the patentee, there is always a possibility of

Wﬁthirﬂspersohs!’claiming.priority of their inventions,
so 'that the patentee is..reluctant to . enforce his -patent,
tight, since it is difficult éc,investigatelthe:wm_uya

‘existence of earlier ‘inveéntions by the third party.

Thefe are concerns.about . the, firstrto—file System,  but

-we con51der they can be: allev1ated
iip It is said :that under .the. f1rst-to-f1le system

! the number of application increases but it can
also be said-that-thé_public~disclosureaof:g-

i techniqués is: positively accomplished.

7TJépan'is oftenfreferred-to>as:awcountryghaﬁing a
great number of applications, but this phenomenon

'::is;exPlained by the existence of strong :

‘ 3competition\in'this_country;' Therefore, .as -shown
“in European ‘and other . countries adopting the :same
first-to-file ‘system, it -does not always follow

f;thaﬁ-the‘numbersof applicafions”increases‘{,”

ﬁremarkably. pri e e S - o
ii+ ' As to the criticism of: 1nsuff1c1ent dlsclosure of
‘the - inveéntion,. it ecan:-safely ‘be said _that even in

. 'countries adopting the first-to-file system, -
-v.necessary and-sufficient disclosure . is.usually
- made, ‘because otherwise no. patent wiXl be granted

FPurther, 1t is 90351b1e to expand the
i~description, when.necessary; by means of a,CIP
~application or domestic priority system,-
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- The. Unlted States proposed that an, 1nterven1ng rlght or
the llke should be granted to the prlor user of an 1nventlon
_under the flrst ~to- flle system ‘ Ba51cally,,we agree wath

thls proposal

The Japanese Patent Law (Artlcle 79) stlpulates that a

preparations therefor. prior to. the. date of flllng shall be
granted. a certaln rlght to work the 1nvent10n free of
royalty._ This might be a useful suggestlon S . .
Anyway, it is hlghly Welcome that although through the
package proposal w1th other 1tems _the Unlted States has
indicated: a w1111ngness to reform the domestlc System from
- the standp01nt of the 1nternatlonal harmonlzatlon.ﬁ ThlS‘
fact will stlmulate and. promote the world trend toward
harmonlzatlon. Of _course,. there may be varlous . .
counterarguments in. the Unlted States, but, 1t is. expected
that an. agreement w111 -be reached there to accept the f1rst—

tO“flle System

{10) Extention of process!patent‘protectiohlto_products
. (Article 303) . ' .M‘p f“ f.; '.‘ , o Vhl
- .This, artlcle Antends . to propose that the effects
of a. process. patent should extend o a product _
manufactured by the Process, and when the product is
new, the use, of the process. shall be presumed and the
,Eburden of. proof is reversed Thls 1dea has already
been accepted in many COLQ__lES rncludlng Japan and as
:,.1t is, worklng well 1n pract1ce, we 1n pr1nc1ple agree
a_w1th thlS proposal _ _ T
_ However, the proposed artlcle requ1res that the
product should be obtalned "dlrectly" by the process,
. and we think it is unclear to what range the word .
Fdlrectly extends (Artlcle 303(1). (a)) _
... . This artlcle was once included in the draft treaty
_Efor the thlrd expert meetlng but it was deleted in the
amended draft for the fourth expert meetlng and the
.proposal was reserved It is llkely that such
treatment of thls lssue was, based on the cplnlons of
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develop1ng countries. that the issue should be left to

'ﬁ"fthe meetlng on the revision of’ Parls Conventlon, whlch

an

is now dlscu551ng the same 1ssue.f However, we hope’
that agreement on thls 1ssue is reached and the artlcle
is 1ntroduced agaln ' ' I

Interpretatlon of clalms (Artlcle 304)

"In the third expert meetlng, varlous oplnlons were
raised on this issue; esPec1ally as to the’ equlvalency
theory, and it was flnally declded that the S
International Bureau would rev1se the draft.  In our

Joplnlon, the’ st1pu1at10n of only a basic prlnclple as’
‘1n the EPC would be enough for the draft treaty."*f

" In the newly revised draft treaty prepared for -
the fourth meeting, only the principle of claim ‘

"1nterpretat10n is glven and the equ1valency theory is”

deleted from the draft treaty.' We think this proposal

is acceptable. R SRR
: However, several important points are included in

the proposed draft rules for example. '

i In the draft rules, it is stipulated that the use

‘of every essential feature of an invention shall
constltute an: 1nfr1ngment presumably on the -
‘assumption that an unessential feature may be
‘included in a claim in addition to essential
features. 'This seems to mean that an infringement

"may occur without the use of an unessential
‘feature in the claim.VIRule'fbd(l)).'“Therefore,
we fear that if this idea is ‘accepted as a 'general
prlnclple, the lnterpretatlon of clalm may become
fluctuating and unstable._"' SR

ii = The pr0posed draft rules stipulate that'where a
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: SUBSEIEILIoH OF an equlvalent of “an essentlal
”ffeature functlons in substantlally the same menner
“and produces substantially the ‘same result, “the
“'doctorine of equ1valents shall be applled It

fappears that the" equ1valency theory prevalls ‘in
ythe United ‘States But im Japan there - are




“discrepancies .in theories and practice and..we.
: thiﬁk‘iflnecessary toinvestigate this item ...
- further, (Rule: 304(2))
iid It seems-‘that the draft rules assume that the

" equivalentfor substitution -is .not necessarlly one-

~known at'‘the Eife " 6E" Eiling, 'but may be the result
‘of a later deveélopment, :(Rule 304:(2), Notes d.) We
““think this “is also.a debatable point, and.it will
“-be necessaryftocdeliberatelyuinvestigate“it
further, oL o

‘iy o In-the third meetlng,.the U,8. representative of

"PIPA -made -a proposal.that:contributory. .. _ _
infringement should be included in the.draft .rules
andfthg‘matter‘was;leftwto,the*International .

‘Bureau, However, it is not touched upon in the

amended draft tréaty’'for the coming. fourth .. -

‘meeting. ~This is said to be due:to. the reason

© ~that contributory infringement:is beyond the ..
questioniof..claim. interpréetation.. However,. we
think that the inclusion of the proposal inmthe
draft: rules: in-some form' is nonetheless - - .- -
*appropriate.- Tl ) T
‘Since the interpretation of claims is considered

to'be a matter related to the historical background of

" each country and also since there may be different.

"’ theotries  and judicial precedent among countries, -it

(12)

should be deliberately discussed so: that each country
may have a better understanding of it.

Duration of Patents (Article:305).- . =
“This is -the newiitem: that .was added,for dlscu5510n

“at the third expert meeting and the searchon the. ... ..
" situation +in ‘each cbuntry’hadgjustgbeenwcompletedie-
Therefore, no concrete proposal has been made yet.

-{ According ‘to-the -investigation by the.

International Bureau, it is seen that ‘there are

“comparatively many countries where:the: duratlon of the

“opatent termUis 20 years from-the filing .date . (for:
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eiample}’thé“U;K;;“FreHCEuandithe EPC)...-In.other
countries, ‘it varies from:16 years, 15 years,:14 years,
10 years to 5 years counted from-the filing -date.
Furfhér;-in'sbme countries, the duration-is counted

" From ‘the date following the filing-‘date (Germany,

dtc ), from ‘the publication-date :(Japan, Korea, etc.),

‘the “date of ‘public .disclosure.(Yugoslavia), the date of

4 fi¥ing “the ‘complete specification -(Australia, -etc.) and
the*daté“offthe:gfant'ofﬁthe'patent~(ﬂ;3; and -Canada).
In addition to such a complicated situation, this
iCjtem ié rélated to the patent policy of each country so
that this:is . one of:the: 1tems that is.difficult to
”#”coordinate Bt % SETTIE PP TR
We ‘think:that a-duration-of 20 years from the
flllng date is-‘adequate at the present time aithough we

have notreviewed it completely, because-if.the
beginningof the patent term of 20.years is. the
publication date of examined application-or.the date of
issue,”the case would-arise’ in:which the patent right
“gomes intoseffect more than 10. years. after. the
application*daterand: extends more: than 30:years from
the filing date. This does not match. the current
-~progress of technology. ' However, when:much-time is
fequired to obtain: government approval with respect to
a~pharméeeutica1=prOGUCt‘orathe like,: suitable relief
Ie.g;;‘ah*extension‘ofﬁdurationji{o:uthe;:esultant lost
Y periodishould:be granted. i '

5. CONCLUSION
_ As regards the above-mentioned proposal for ' :....
harmonization by ‘WIPO, no concession has: been reached

between ‘thedeveloped :countries and developing .countries as .
to whether the subject ofa- e v—
-treatyf*qrnWhethe;wltfshouldaxemglnaasxarmere1gu1del¢n§;

‘not:~the propdeal “shoul

However, we hopée that:the:harmonization proposal.will be

adopted as ‘a treaty.ins R Fhari :
‘ The upcoming -fourth ‘expert.: meeing is scheduled .£o be

held 1nnNovemberxofnthls:yearwandjWLEOJLSheagequ;prgg%edlng
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with its activities so thatgﬁ‘ ’Spe that a further progress
will be made’ toward ‘the'harmonization/ ¢f patént.systems in

the world. At the same tlme, we think that it is necessary
for us‘to full"follcw TP ' tiéd=and express our

oplnlons,'so that"a ‘desirable harmonlzation is atta1ned
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 ANNEX

(Excerpt from: WIPQ: Document HL/CE/IV/Z- Ju!y 21y 1987)

=== DRAFT-TREATY ONTHE HARMONIZATION OF ..v
CERTAIN PROVISIONS IN LAWS FOR THE PROTECTION OF INVENTIONS B

INTRODUCTORY ‘PROVISIONS

" Article 1z Establishment of a Union
Article 2: Definitions :

CHAPTER- Iz PROVISIONS CONCERNING FORMAL REQUIREMENTS OF
: PATENT APPLICATIONS

"~ Article 10l:  Requirements for Granting a Filing Date
Article 102:  Naming of Inventor; Declaration Concerning the
Entitlement of the Applicant [Reserved }
Article 103:  Manner of Description
Article 10%:  Manner of Claiming
Article 105:  Unity of Invention

CHAPTER II: PROVISIONS CONCERNING PATENTABILITY AND
EXCLUSIONS FROM PATENTING

Article 201:  Grace Period
Article 202:  Prior Art Effect of Applications
Article 203:  Exclusions from Patenting [Reserved ]

CHAPTER II: PROVISIONS CONCERNING THE RIGHT TO A PATENT AND
' THE RIGHTS CONFERRED BY A PATENT

Article 301:  Several Applications Filed by Different App!icants in Respect
. of the Same Invention
Article 302:  Rights Conferred by a Patent [Reserved ]
Article 303: = Extension of Process Patent Protection to Products; Reversal
of Burden of Proof [Reserved ]
Article 304 Extent of Protection and Interpretation of Claims
Articie 305: Duration of Patents [Reserved ]

..CI—IAPTER 1IV: ADMINISTRATIVE PROVISIONS [Reserved }

‘CHAPTER V: ~ DISPUTES [Reserved ]

CHAPTER . VI: =~ REVISION [Reserved ]

CHAPTER VII:  FINAL PROVISIONS {Reserved ]
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Annex P. 2

: i CHAPTER »T' S
- PROVISIONS CONCERNING “FORMAL: -
“ REQUIREMENTS: - OF PATENT ‘APPLICATIONS. :-

G Article 1OLS o e s s

* "Requirements for Granting a Filing'Date -~~~

(1) ‘For the purposes of granting a filing date t0-'an:apr$licati0n,-any national

law shall require that-the application contain the following elements:

(i) an express or implicit indication that the granting of a patent is

sought; .. -..
o (u)an fdeﬁf’iﬁéé{idﬁ 'c;f"'fﬁé'éﬁ;i:l'iliﬁh't',"‘ as ﬁkégéfibé&g' S

(iii) * a part 'which}" on ‘the face of it, appears.to. be description:of the
invention for which'a patent-is applied for; however, any national law' may. provide:
that, where an application claims the priority of a previous application for -the
same invention, the said part may be replaced by a reference to the description
contained in the said previous:application, provided ‘that the: said: part s filed

w1thm two months after-the filing date:

(2) (a)- Subject to subparagraph (b), for the purposes of granting a filing
date to an application, any national law shall be free to require; in addition to the
requirements laid down in paragraph (1),

(i) that the application contain. a part which, on the face of it,

appears to be a claim or claimsy ... ...

(i) that the application be filed in' a ‘Certain language or in one of

certain languages;

(iii) that, if the application refers to drawings, such drawings be

included in the application, provided that, if they are not so included, the industrial

" property office shall notify the applicant:accordingly and, if the applicant furnishes
the drawings within the time limit fixed: by.the industrial property office, which

shall be at least one month, the filing date shall be the date on which the drawings

are réceived by the industrial property office and that, otherw;se, any reference to

the said ‘drawings shall be cons1dered as non-existent. I ‘ ' E
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Annex P. 3

(b) Where the national law of a:Contracting State contains, at the time
-that State becomes par'.ty.s‘-to :this: Treaty, any of- ,thej':réquirements referred to in
subparagraph (a), .the. Contracting ' State shall be - free: o« repeal any such
requirement at any time thereafter. Any requirement referred to in subparagraph
(a} not provided for in the national L;_l_é__}v_-‘.q_:__f; a }j{lontracting State at the time that
State becomes party '."'ccg:a;.th_i'_‘sf;‘;_:Tré_a_ty ;§_ha_ll'- not .-:-fg_hgrea_fte__aj_-be introduced - in the
_national law of the said State, and any requirement referred to in subparagraph (a)
which;zat the, time -aiState; becomes party to.this. Treaty, was. p_rovided for .in the
national law of that - State.  but uwhigh: ‘was -thereafter -repealed,. shall i not be
reintroduced in the national law of the said State. .
(c) At the time of becoming party to this Treaty, any Contracting State’
- whose national law contains any of the requlrements referred to in subparagraph (a)
~ shall notify the Director General accordmgly. The repeal of any such requn‘ement
mr-thenation‘al law: shall be promptly notified:in the same: ‘mannetr... The provisions
) of;:this.;su'bparagraph shall not apply:to: any: such requirement contained.in a treaty.
providing-for the grant of regional patents.,

- (3) No requirements -in respect of granting a.filing date. that are additional

to or different from those set forth in the preceding paragraphs:shali be allowed,

© with the exceptibn of the requirement, in any treaty providing for the grant of

regional patents, that an-application.for a regional. patent contain. the designation
of:at least one State party to that treaty... . .;

Article 102 ,
Naming of Inventor; Declaration Concérning the =« = 7"

Entitlement of the Applicant

[ Reserved ]

"':""'f""K'i"ti'c"lé-::»-1"0" T
. ‘Manner qf Description .

_An,:,appiica_tipn shall contain a description... The description.shall disclose the
invention in' a manner sufficiently. clear- and.complete :for: the-invention: to -be

carried out by a person skilled in the art.

266




Annex P. &

Article: 104
= Manner.ofClaiming.

An application shall contain one or more claims. The claim or claims shall

‘define the matter for which protection.is sought. The claim or claims shall be

elear and*concxse, and-shallbe- ‘supported by th: _‘descnpnon.

cooArticle 105, e | T
—_,Unity.Of;i!'!yention e et wl s metes eyt ek

(1) An application shall relate to one invention only or to a group of
inventions so linked as to form a single general inventive ¢oncept ("requirement of
unity of invention”).

@ Thé_:réqﬁiréméﬁ{‘ofi'uhity of invention shail be constr d as permitting -

the inclusion in the same application:

Regu!anons, _ _' B

(i} of claims of the same categotry, to'the extent’ préscribed in the
Regulations;

. (jii) .-of dependent. claims and of multiple dependent:claims, even where the
features of a dependent claim or of a.muitiple: dependent. claim .constitute, in
themselves an invention. ' ' |

(3) Fa1lure 1o compiy w1th the requ;rement of unity of mventmn shall not be
a ground for mval;datmn or revocation, of a-patent... ...
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CHAPTER ‘1l
PROVISIONS CONCERNING ‘PATENTABILITY
AND EXCLUSIONS FROM PATENTING

“Article 201 -

' Grace Period- "

(1} A patent shall not be refused or held invalid under any national law by
birtue of the fact that a disclosure was made which may affect the patentability of
the invention that is the subject of an application for that patent or of that patent,

provided that the said disclosure was mades:
~(i); by the.inventor, or . .

(ii) by a third party, other than an industrial property office, based on
mformatmn obtamed from, or in conSequence of acts performed by,

: the mventor, or

(iid) by an industrial property oifice in the form of an official publication,
pursuant to ‘an apphcatmn filed without the consent of the 1nventor
and based on information obtained from, or in consequence of dcts

performed by, the inventor,

and provided that the said disclosure occurred not more than 12 moenths before the
date ‘on which the application for that patent was filed by the inventor or, where

priotity is cla.trned, before the: pnonty date.

(2) For the purposes of paragraph (1), "inventor" also means a co-inventor or
‘the co-inventors as ‘well as any natural person or ‘legal entity” other than the
inventor who or which is entitled to the grant of a’patent for the invention at the
date of the application, such’ as his successor in title or an employer automatically
entitied to the invention, and "third party" means any natural person or legal entity .
other than the inventor as defined in this paragraph.

(3) For the purposes of paragraph (1), "disclosure" means making available to

the public by written or oral means, or by use or.in any other way.
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N . Article202” |
- p_rior ’A‘f’t‘ Erféi:_t_ of Abbﬁca‘c_iaﬁs'

(1) The whole contents of an apphcatlon as filed in, or with eﬁect for, a
Contracting State shail, for the sole purpose “of determmmg the novelty, but not

~the-inventive- stepwof"a ‘vent;omelarmedmmwanother"apphcatr n-filed- “Ang-or-with--

effect for, that State, be'considered under ‘the national law applicable in the said
State as pnor art from the date on whlch the former application was filed or,
where pr1or1ty is c1a1med from the prlor1ty date for’ matter ‘containéd in both the
former apphcation ‘and the apphcatmn on wh1ch ‘the prlonty ciarm is based, to the'
extent that the former application or the patent granted thereon is pubhshed"

subsequently.

"(2) For the purposes of paragraph (1), "pubhshed" shall mean any first act of
making available of the appllcatlon ‘to” the- pubhc by reason of an official act,
including any making available of the application to the public for purposes of
public inspection without reproduction of the application, whether such act occurs
prior to or by reason of the grant of a patent on that application.

(3} For the purposes of paragraph (1), "whole contents“ of an application
“shall refer to the descr;ptlon and any drawmgs, as well as ‘the- cia:ms, but not to the
abstract. i L

(4) Paragraph (1) shall not apply. to applications which were withdrawn prior
to their publication but which were nevertheless pubished.

[{5) As regards international applications filed under the Patent Cooperation
Treaty, any national‘law:may. prescribe that. paragraph:(l) shall apply only if the .
acts referred to in Article 22 or, where apphcable, Article 39(1) of that Treaty
have been:performed.:1: : RN R S

[(6) Paragraph (1) shall not apply when the applicant of theformer
apphcatmn L. or the mventor referred to, 1n the former apphcatlon,] and the
apphcant of. the apphcatmn under exammatlon I , or the mventor referred_to in the
latter apphcatlon,] is one and the same _person, ’]. '

Articl_e 203

Exclusions From Patenting

I Reserved ]
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CHAPTER III
PROVISIONS CONCERNING THE RIGHT TO A PATENT
AND THE RIGHTS CONFERRED BY A PATENT

e s Art1c1e 301 . _ o
,;E,Several Apphcatlons Frled by leferent Apphcants
. m Respect of the Same Inventmn i

S Where two or_more persons have flled apphcatlons m respect of the same:
mvention, the apphcatxon which has the earliest hlmg date, ors. where pr10r1ty 15:

‘ pr1or1ty date, shall prevall- i

TP Artlcle 302
R1ghts Conferred by a Patent

[Reeer.yed 1.

e s e Art1c1e303 P L
Extensmn of Process Patent Protectmn to Proc[ucts- .

Reversal of Burden of Proof

o [Reserved:] oo ol

- Article 308: ooz e

irExtent of:Protection and Interpretation:of -Claims-

(1) The extent of the protection conferred by the patent:shall. be:.determined’
hy the claims.'

(2) The descr1pt10n and drawmgs shall be used to 1nterpret the cialms as to:'

are entitled.

, Artlcle 305 7

Duration of Patents

[ Reserved ]
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CHANGE TO FIRST TO FILE

Five years ago ! was on ABA Committee 108 which was chaired by
"Pauline Newman. One of the subjects studied was whether or not the U.5,
should change its procedure for issuing a patent to cne of two or more - rival

applicants from first-to-invent to first-to-file. * There was extensive debate at

‘the ABA Annual Meeting. All of the classic arguments for and against -

first-to-file and for and against maintaining the present first-to-invent system
were delivered. A resolution . proposing . that we. change from first-to-invent

to first-to-file was defeated by a 91 to 76 voté. At that time, | was in favor

"of retaining the present system of first-to-invent. 1 recently have become a

convert to a change to. first-to-file, however., . ..

In ‘that five-year period, a number of things have happened in my own
experience and in patent p-r'ac'tice i'h.: general which have changed my mind
and, 1 think, the minds of man_y.;.oth_gr'_l__ga_t‘en»t practitioners. It is parﬁcularly
interesting to note that five. years .ago. o_qe_‘__of:: the. reasons proposed by the
first-to-file advocates was that the U.,S5. should harmonize its patent system
to the first-to-file paten’t systems bf nearly every other country. . This
reason was genérally ridiculed. The ridicule wés. understandably based on a

~ reaction of why shouid the U.S. be "Mr. Nice Guy"':. and throw away a system
ﬁ_lled with .traditipn‘ aﬁd value merely because our-*friénds in other countries

didn't like it. T.oday, however, it isn't being just "Mr. Mice Guy". There

appears to be an opportunity to not only adopt needed interference reforms,

but also get some. rea! value in return in the negotiations and discussions

around harmonization, Moreover, the first-to-file advocates are making a
" stronger case for a change from first-to-invent on the merits alone, aside

from the harmonization benefits.
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“7oThis issue 'was ‘debatedfor about ‘three hoursiat the :ABA patent 'section;
meeting in"August in‘ San’ Francisco; ‘the same venue of ‘the:debate five:years®
ago, The debate was:of the’ high‘e.st-.' .'quali.ty--.?énd' very :"c’omprehénsivé. .:;Tw.'o"'.-. '

first=to-file' résolutions ‘fdiled.” ~One: resolution passed.

i Avrfesolution’ which -merely: proposed a-change’ to afirst-to<file  system:
was ‘defeated 83 -t0. 96, about ‘the "same"ratio of negative votes: as fivé years:
ag‘o.fﬁ-A résolutiori which - proposed.d change “to: a: first-to-file system with a-
limited protection for a:prior user'failed by an. even:larger vote; 68 to 100,

The resolution which passed reads.as follows: 7

1 RESOLVED, 'that the' Section: of ‘Patent, Trademark: and Copyright’ Law i
2 -favors in principle censideration: of ‘amendmient of the- United States

3. Patent Laws to provide that,: except:in cases of derivation, the '

47 i first-to=file a patent appli¢ation among rival applicants for ‘the same’

5 invention is the applicant entitled to the patent, provided that thé SR

6 foregoing be p;art of a harmonization package wherein other ﬁountr_ieS' :

7. ;-Ya'greeito changes"in-th’eEr-'fpateht systems: beneficial to United States -

8 applicantsy

“i Thispassed by a vote of 62 10753, “almost a-27te 1-ratiov - Note ' the:
softened “language. - The -+ Séctiononly favors consideration 'of -a‘ change and

with adlear provisiori® that  Hatmonization terms’ beneficial to- thé WiSiiare’

agreed: to;"

- Ohe of:the reasons’ | personaliy:-had five y8ars ago for ndt’*’changing'-t& a-

first-to-flle: system>was that the Patent:Bar'was this: Thé Patent  Bar’ shoulds

-3
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give: the ;Patent Office-a chance:to-werk out:a reform . of.the: traditional inter-
ference -ptractice- and then:.give the: reform -a decent- test. to. determine, if;a- -

charige to-first-to-file was  really. mecessary.... it seemed only..fair to see .if.

some of the objections to:interference :practice :could :be:.overcome: before:

debating a drastic change. The Patent. Office worked long and hard to

d"eV‘élOp" suchcreforitis;’ 1:think that they did.about as good- a“;--j‘ob;_};as:}?,c_ou‘ld"be' B

done.. 1|.believe -that the new ‘r._ules-_:,:a're;;,‘success.fu!ly_-:cuttingg back -the amount.,
of tErﬁ'e an:interference takés-;and hav,e;effected'-;gni-.i.mp,r,oyemen_t»_;;in;'_-the manner
6f staking stestimony..i-However, i believe . that the new rules continue neanly:
all of the same p.roblems of hypertechnica,li,ty:;s;and traps- for the.unwary -that-
existed in.the old rules. Even after we get used to the new rules, | think
: th_at -these problefms --Wi_llr.- continue, i;-:think‘.-a::tha.t there -will. be \t_oo-:_.‘ma,ny‘ “situ-;

ations where patents:'--:ére.-.gtanted:,t'-not on:;the:: merits -of -who was-first-to-,

invent, but.on some:technical :trap resulting: from::rule,.-upon: rule, upon:-rule,:
that patent -solicitors- . must - follow, ..~ The :estoppel_:-traps“-_giyé,-,me_-,_‘.p‘articular,-.

CONCern iy tawrd cowinwnyo | Irendar Gt b g e seinnlinng

Ancther :major reéso_n,'-¢-in_«_-_:my---rown- personal.; experience,. for:-converting
from first-to—invent to first-to-file involves'th_e important factor: oﬁv.c_er;ta'inty__.
for a patent owﬁer, such as my own company. The first-to-invent system
creates. unce'rtai_n.ty,. ita_.-> several sareas. - In.infringement suits; a:,.,giﬂe_sperate' and
determined: defendant often .spends:considerable . time deveJOpiné;;a; defense that:
the: paten.:tee-gwas,. not - the : first. -and -original.inventor: and . is, .therefore, not. -

entitled to the patent. How can a patentee plan on being able to-use. his:

~patent~if-thethreatof “anearlier;~andsecret~or-semi=secret;prior-inventor—

search: this: kind of art, if.itis reallyart,. .When the accused.infringer pokes:

- .Ll,_
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around. in. the .patenteels own..records; and. finds knowledge, of some garlier
work . not.only.;is.the p,rrj,dr inventor. defense .used, but it is usually.; accom-,
papied with..iaccusations::,of ;. fraud. .., The - plaintiff patentee is. .apparently

supposed -to ‘have -had.‘a. duty-to:check: all.the notebooks to see if anybody did,

TRy eatlier work. Tt ST fraud 1o fiame JGNEs" a3 the  inVentor WHeR  MSHMith
did -about.the same:work.a couple of M%&F;S;eﬁ?tlieﬁ”-;-«:;'
_w+ Aside:from; prior: invention .defenses in infﬁi}ngqm@nt_sq-it‘_st_, patentees face.
“the classic.interference.-uncertainty. ;.. \t's; common. these days. for the. Patent
Office. to: issue -.patents. without. making ,the traditional..thorough .interference. -
search. The patent may. be.issued:to.an applicant,.who knows nothing abeut,
a co-pending case on the same invention. The patentee thinks that he's aH‘
set: with an-issued. patent.. All.of a sudden, claims ar_'e,'cqpigd,a-‘,g_omet,imes by .
an earlier.applicant,. sometimes.by. a later, applicant. . Then things get.bogged.
down in ‘an sinterferencge.: :: The ‘p‘ajcent_,eé_ ~goes- from.a position: of certaintyy. '
with an apparent.useful proprietary.:position, to a.changed position. filled. with,

uncertainty, lasting several years, even. under. the new.interference rules. .. ..

-:A: change: to first-to-file: won't eliminate all; of this. uncertainty,  but it
should significantly reduce it.and:alse shorten-.f.the.rtimf-':;t.hat--.;i,t;.f-.t_a.ises‘_atqssor-,ts
out.who, ;,amcmg-:‘. rival . applicants,. is entitled..to the: patent.. There .will.-still
have.:to-be interferences: 'because; there: will -be, arguments; over..who's .dis-
élq_su_r_e iis earliest ;énd't who's :disclosure -Supports the‘;;dispu.ted,;.paten:tr:_.-_c_lai_m_s._-
The 'new _i.‘nterfer.ences;-_shgu!.d, - however ;:be_.-;Qu;h'-,;,mo're, ;direct,. certain.;and

prompt: determinations. than the. old priority, contests....
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“The principal -argument in favor of éhanging to ﬁrsf‘—‘to—ﬁ-le is’ elimination®
of the burden; éxpehsé_', fi"u's'tratitjn','-'unce'rtai'h.t'y"and delay "involved in ‘the
clrrent ‘priority ‘coritest practice. -‘:'M-uch of “‘the "effort ‘expended in inter-
ferencesis wasteful, particularly ‘in view’ of ~the' statistics “that ‘the -senior
party’ that is first-to-filé, wins 75% of the-time or'more. = The maintenance of
'endless technical ‘records. for t'He;:"- purpose of proviRg priority”ef inventorship;
 corroboration and diligence as backup for alll applications is a wastefu! and
time-conslming effort. '~ Less than 1% of all applications’ get into interference.
The ‘costs of ‘interferences’ are 'simply not worth ‘the benefits. Moreover, the
: det'érmi‘na'fion “of“priority “in- the first-to~-invent ‘system’is ‘often. based on’

procedural technicalities, rather ‘than the‘actual merits. =~

A" change- to &~ first-to=file p'rotédﬁre should pér’mit'?impmvément ‘i the
examination system- i-ts‘elfr. . These would “come “‘from such Cimprovements: as
elimination of Rule 131 and’reform .of '35 U.S.C. " 102{a), (e) and {glsl The
original’ inventor; of “course,’ will be’ protected from: a zndn—fn_ventbr derivor
under 35 U.S.C7102(f) r._éga'r‘dlessfbf- order of: filing: @& o iiai

" Most U.S. corporations have at"least soie" m'uiti-natiOnéi“'i'nte'i'est', .even. if
it's- only Canada which - is ‘about to 905-:f6-"'?the- first-to-file system itself"
_Therefore, U.S. corporations operaté, ‘as a practical 'malntter,' on"a first-to-file
system, “because they must' plan ‘on beirg first' in the” first-to-file- countries.:
Therefore,” they must file“prm;nptl'y?:her‘e in“the UIS: * Prompt' filing -of ‘patent

applications’' should ‘be eficouraged'as ‘a matter of public policy. " One 6f the

T EST cpr' inciples-of the patent-systemis the-encouragement ot garly-publica u o
of new technology in return for the patent grant. The absolute novelty

requirements of other countries also pressure U.S. companles to prompt filing

i
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much ‘of “the'.time. - They ‘must file:before public -testing, ;-publication and-

offers for sale.

20 Let 'me list-briefly: some : of. the clas'sic-';-o,b]e_ctions_;_‘ to a-;_change' from & '

first=to-invent to a first-to-file system: ;..

soov o would have a bad:effect on small inventors with .limited resources.. . ... .

It would result in hasty and sloppy application drafting with: limited. data:

or support.
-1t would increase the number of original ‘patent.applications and. continu-

ations~in-part. ..

‘1t will increase the bufdeﬁ.on the Patent:_Office."--
It's: unfair to.havera race to the Patent Office. -
It would eliminate ‘the -advantages that U.S. -applicants-now haver in
priority: contests. with foreign inventors.
~-A-new system would be too disruptive-of the existing substantive patent-:
léw.

A change to first-to-file is unconstitutional.

1t -would decrease the income of: patent practitioners whe bill-a lot of -
hours -in .connection. with interferences. lt:would also .expose..them. . ..

-to.malpractice problems. .-

.- The greatest concerns:of the. opponents to.first-to-file focus: on the

individual inventors.and small :corporations; where.-many. .of- the: most signifi-:

cant .iinventions"are'- made..  They would, in.the: view of the ckitics,-.-;be-;forcedf
to. file.'before their; inventions. are .tested and. -perfected.- Their applications;

would not 'be well prepared. - :Many  unnecessary. applications; would be filed.:

=i~
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. The' grace périod -that*we have today:would losewits value in‘protecting the.

individual inventors. There is great fear that derivation or theft: of “inven-.

‘tions will increase. The devious derivors will rush to file first or will'si;r_aply

‘publish before the original inventor. files in. orderto: defeat -any ‘patent -rights

at all. The critics claim that a change:io- first-tofile  will cause.the.small:

inventor to waste money on filing, the Patent Office will be swamped with
poorly “"drafted’ applications - which will" probably" not ~protect: the inventer

anyway' bécause’ of derivation: problems,:.

1 The small -inventor  1s actually “at:'a disadvantage:in rour:present- system

because the inventors from large corporations have the resources:tc maintain
- the expensive and, extensive ‘récords necessary :to ‘prove priority:’ The:ismall
inventor, even if he's _first—-tb-inveh‘t-*‘ﬂ: ﬁ'rst.—-.to—-file,-:s&may potihave the
money to -‘-‘ﬁght"“th'e-'-'inter'fe'n-;encé-?andj""?‘may'f:n‘ot:ﬁ--h‘ave‘::fthe_':--réccjrds’:éto-‘-.win it.
Moreover, he may not have the:clever: lawye‘fs needed:to: ‘deal*with-the ultra-
'te'eh'nit:alitiesf'-in-:-»‘o'ur present in‘ter"férence* practice. :.A“cha_ngé:;.to -a: first-to-file

system should help the smaller inventors.

It v."ould-'--bene-‘fitr-"thef ‘smaller ::-in-\_‘fentb'rf ::t‘o"- be “encouraged: to- file: more
promp’tl‘y,.--..-f.ThiS‘-W'iH--»bre_v.eri't hirm from'loss of. foreign -rights -and:'put him in a
better position to atfract investment capital or:useli “his'techniology to a large
corporation. There are an increasing number of cases whére important inven-

tions “made by “smaller’ inventors have:been dedicated "to ‘foreign interests

because ofblind’ relianceron +a first-to=invent: system a_ndldr". angrace: period.:

“UISocorporations’ who buy inventions want-worldwide Fights: not 3 bare Ursy ™

patent. 1t will--be good for the economy: of the U.Si to dis{c‘OUragé:ﬂ:he-ffree{

' dedication of important technology ‘to foreign interests...o.. o

g
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. ;The fact that most U.S. corporate applicants. have been operating, as a.

practical matter, . ynder. a, first-tosfile system has largely, .| believe,. eliminated

cient support. 1 believe that all patent practitioners have, for ma'ny Years,

been’ filing | well:
over..the, filing, of continuations-in=part within the first 12 months or 5o after
filing. Is such ;.,E!.‘_,.‘,W"‘zl;l_‘i?stéblis']?d practice and that a change to first-to-file
won't. change the, qUality and_timing of most patent. applications. Smaller
technology. corporations.and individuals would be well advised to take similar
approaches. . ..

TREELR RN

~dn recent, years, foreign 345!-1’;??1#0'?5; from, multi-national companies have,
becomermore and more sophisticated in getting data and products mto _’.ch:i:s:;
country to provide a basis for aciv-antages in first—to-inven_t priority contests.'-
Therefore, _t_he:,_-35_‘ U.5.C.. 104, advantages -of the comestic inventor are being

eroded. . . oo

| don't believe_ that there will be any additional burden on the Patent,

Office - either.. .In fact, elimination_of priority contests, based on first-to- - -

invent pringiples, should, be a_welcome change to the Patent Office. Even.

' tho,ugh_;;’éhelre still will, have to be some, sort of an .interference procedure at

the Board of Appeals level to resolve disputes over who was the first-to-file,
it will be::95-mu_ch;,s‘impler,,.‘.sjtr_a_ightfqrwarg_._ and, efficient. procedure than the

current. system.. ... . . .-

-1 .think. there is plenty of work for. the Patent Bar without worrying

about the, economic, effects of. eliminating first-to-invent interferences.  There

L8
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N will still be pienty of werk for practitioners in the prosecution and app'éal_ of
péfér;{:'applicé\tibn's and in engaging in a new type of interférence, based ‘o’

first-to-file principles.

CThere is "rioihing "'in‘lthe: Coh'stitut'ib_'n which ‘requires issling" a patent to-

" the first invéritor.  The conéept of the first Tnvertor can't be fotind' in the
Céﬁ's{iiu{ioh.. lt"rne:'reiy ‘refars to inventors, not first 'i'nv'entc.)i‘s. We haveén't
heen in a"CB'fnp;lé'té' first  inventor system for years because the first inventor
in _f_a_g:_t_ is not t_'hé -f_'ii':é;'t .ihiken_tor in law. " The requirements 'of corroboration’
ahd di!igénce, and the prohibition of using priority proofs, based on" acts_"

outside the United States, often eliminate the first inventor in fact. The

. strong presumption that the.:fir'st-‘to-file'is"‘a.!"sb the first-to-invent is'a power-

ful factor. ’

'An argument has' been made that private” practitioners, as well as ‘cér-
porfaté practitioners, are going to be subjected to malpractice problems. - SEORE
private practitioner would be sued or a corporate practitioner would be. fired
in a situation where a pé@feﬁt‘-Ia'p'blication"v_va'sh"t""fiied diligently and & valuable
propf‘iéﬁary position was Idsf, because the'ri'v'ai-:éppli'cahf got to’the Patent

Office first. | 'be’iie\?e that this 'pl'ro'blem\' is exaggerated. o bélieve that for a
long’ tirme 'priv-afe_' and ‘corporate practitioners have had duty to file'tdili-
gehﬂy; bAec'auselzof the 'advé'h'tag'é’s":of belng 'senioF party :-éh'df because “of the
pressure of eétablis'h_ihgk'an carly date Fo"ri :;Si]fbbses of “foreign ‘filing. " Patent

practitioners, private or corporate, ought to be able to protect themselves' by’

“frankTand Topen T communications with @ client 'in T Setting priorities. T T o] o

vate practitioner is Very busy, or is planning vadation, or has to-be'in trial,

then' the "p:'t'"'o'per: “thing ‘to do is to ‘put ‘it to the ‘client that there’ may be'a

210-
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deiay and, offer an. aiternative dra_ft’ing and fiiing resource. The corporate;
practltloner‘ shou!d wor‘k wuth hls techn:cal managers to estabhsh prlorltles_
and the client can be informed as to the risks_that mlght be mvo!ved __Nd:'

patent [awyer can glve each mventor' mstant certalnty by fllmg a patent

applrcatlon the moment the |nvent10n IS reduced to practlce and |s broughtx

Into the; lawyer's office, -

' .. The most .appealing . argument in, favor' of retanmng the fnrst to mvent
tradition is that an mventor s, mventlon date appears, to be the sxmple"t and.

fairest way of determining the right to a patent. It is somethlng that theo-

~retically cannot be taken.away from the inventor. If he is first, _ha gats the

patent.. If h,ekg‘is__:not,ﬁ.is_;gnp., o;ne_?s fa._ult,___it's "m_are_ly some‘one eise's coc! for—i
tune, Thls has_significant sentiment .and tradition.- It piaces the mdiwduai_'
in._a :supelri.or- posit_ip_n over t._hle impgrsona!_}qu_x_'r_nal_ity_._ of:‘a raggl_to’ t_h:e," F_’at_en_t:_‘
Office, . In a first-to-file system, this simple. fairness can be distorted by
events beyond.the inventor's control such as how busy, alert or lazy is
patent,_‘l_aw_yetf IS ln pt_"_act:ilg:_:e, ‘Q-ngye‘r': this Vs__i:mplga____:concgp_t hasL bean lost i,.r_\:._ |

complex procedure. and significant. uncertainties. In other words, | believe

+ that the current fipstfto;_iny_ent,,_cqncgpt costs much more Jtlhan it is worth. ..

_Anqthar. :concgpt, _whicn_ has ragu{lar_l‘y ;p_eer} ‘as_s_oda_ted mth a cha_nge_t_q_ £}

first-to-file system, is what to do with the person who makes an invention

before the applicant who is first-to-file. Some have proposed that the first

inventor. should be given a private right teé practice. But the ‘ne.x't_\‘qgestion
is: :‘_._‘!f_]_n__wh_a_t___conte;_;t__shoul_d this right be __d_e;ﬁned'_.’“ __Is_j‘_t\_:.g'i_ven_é_to‘, any in-

dependen_t inventor who happened to invent . before the . filing date of the

. first-to-file, or would_this first inventor have to have made the invention
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2 e

before the invention date of the first-to-file

DN

WSl b eam B et Hadinke s B pribfiey” Bnibht Babal? o Hiéstito
.i;‘i;ent'irﬁ'ffifﬁ}c"igﬁilesﬂ.'; On the “other hand it \ﬁiﬁfauia'::ﬁ:‘é;i:al.y'Be:ﬁfé'ir‘;:f"cbh"gi\;é‘:th'i'é"’
rightto anyone who happened " Have made’ themventlon prior “to ‘the filing
date of the patentee. THis could Tead ‘to ‘abuse ‘ahd”Unceriainty . Why “shottd
"an inventor, who didn't think it important to file a patent appiidation and’

_operate within the system, be given any advantage over someone who uses

the patent system with the ‘ultimate bensficial result “of ‘disclosing” his" tech-

nélogy, to the public? 'Secret inventors hardiy deserve’anything:

The most reasonable’ approach to this concept’ of fair’ play ‘dppears o' be

. the grant of a personal, possibly non-assignablé” right to’ practice to somedne:

who independently” made and” comifiercialize

’

an‘invention before the“first applicant filed. You may ask, If ‘this private
right person actually ‘commercialized the invention, ‘why' doesn't it bar tHe
patent application of ‘the first-to-file applicdnt?™ “That fay" be tFie somé “of
the time other times ltmaynot Forexampie, thié grace ‘pericd may Heip e
flrstapphcant or the :éd'fﬁmeréi-éi‘l" “use ‘might have 'B'Eé:n.‘:"i'ﬁ:t s‘éé':ré'f':"'é:'ha, “fhere-’

fore, mot have a barring impact. = Of if it is préparation for commercial use,’

it would probably be a secret and, therefore, not a bar. The burden of

proof “wolld probably be ‘dasier establishing for the''personal “right “than for -

R IR AT

invalidity.,

" 'Some argue against this private prior user right, even as restricted]’ o

applicant?: ® As you can’'see,” it

r made "plans “to “‘commercialize,’

“the basis “that ’é‘tfiy&:ne":whd “thooses “not 1o l'.l;se" t:'h‘:e" batént" : éy"s;térh"- Cannot BE"

heard to" complain if ‘Somedne who doss se e Batent 'system Cores albhg and

is firstitocfile “and Gefs the atedt! Gh ‘the other’ HaRd, “most foreigh

T
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countries ,pi‘of\'.'-i_'de%"tifor‘i'-..:this" prior: right. &+ Moreover, imany:iin the -U.S7 are
concerned abolt eliminatingall .vestiges of the-first-tozinvent .principles.::The:
cohcéptf of a :-.pensonél""i? righ;th‘ for: & Lb'ridri' user was:.-voted ;dﬁwh,;at, the:: ABA ;'

meeting in'i1982::anc-again voted:down in: 1987;" :its critics,_,char?_a_cter;-ized it.as;

|
8
i
A

“an unconstitutional intrusion on the right-of. a.patentee.to: exclude- others... It

was likened to a compulsor‘y.!icense. lt‘was distinguished from the concept of
intervening::rights ‘in -:broadened::: reissue ripatent: situations...: s believe,
however sthat! nearly:allof: those mwhaq . ‘are-in: favor of . firéj,ti—ta—_,-.ﬂ te will-also:
insist thaty'iprier-i:users .be. protected: insome: appropriate: :fashion: :-The:
drafting.of a prior. user: provision ;Wi‘i-l -fequire considerable- thought:.and: care.

ceiHfowechange: tosa: first-to=file system,:ithe :-'q.uesti'ons -are::asked:in _Wh'ere;
will  these 'ancillary“imatters: be:handied?: Where.will. it; be:. decided: . who was’
first=to=file? - :What -about;derivation? ~What rabout | the: private 'right .for .an:

earlier: inventor?: |t seems: clear: thatthe decision on-who was first-to-file,

based on filing dates, should be handled .in.the! Patent: Gffice.:: The private: .

right issue should be handled in the courts, not the Patent Office, because of

- the! kinds: of: ‘proofs that: would beinvolved.y:»It's.a/ toss-up.as. to :where

derivation: issues:should: be: handied. :'They' are :usually very: contentious sand:

involve complicated “proofs. '“They:are ;..:pfobab—lw-::best-:.,;handled in stheicourts):

rather than in the Patent Gffice. !f.a patent issues and a rival thinks:that

the invention has been stolen, | believe that provisions should be made for
the rivalito:bring that:issue into ‘the: courts,- It-would’ be ‘an expedited and
relatively::straightforward procedurd, however, in::order :to:avoid: . abuse;:

either 'by:-a patentee derivor:or.a-falseraccuser..

. B
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There are other:related ‘mattérs . that- should beconsidered.in_ any..new:
. !e‘gi'slatEOn"'" directed ‘te' the firs_t—to-‘-ﬂie concept. . ‘All -aspects of-.‘Seciuence_-,.b_f-:
| “invention Woul'd' ‘be eliminated from 35 U.S.C. 102,:. Of-course,: 35 U.S:C.
102(f) ‘would be retained. » 102(f) denies a“patent to an applicant who did:not,

himself invent the claimed 'subject: matter:

“As. regards 102{a); it would make- no.‘differ_ence.nif the-invention. was:
kriown "qr- ‘used by :‘others in secret-before the: inv?ntion”ebyr'. the -applicant.:
iQZ(’a) and "102(b) :could:be combined to:bar a:patent to.an applicant where.
the-'invention"wa‘sfknOWn or. used ‘in:publicor published before the applicant's:

filing daté, unless, of course, such knowledge, use or publication was by the

‘_ applicant, or- derived from :the:applicant; within the. one-year grace. period.
" The situation ‘would ' probably:best be :-handlgd-,iin :the ~Patent Office. by :a:
practice similar to- Rule- 131, :.Instead ‘of establishing’an :inven'ticﬁ date -under:

' present Ruie 131, however,: the-affidavit:would establish ithe source: of:the

cited"knowiedgé.;.-u'se- or ‘publication, :iiie

'In the event "an” independent: inventor .publishes an invention: before the
filing date of the:rival-applicant: inventor,:and .:without-'a."patenf-appﬁcatidnng

the applicant is out.of---luck,-“e\.c,ena'though':he‘.\mi'ght havebeeén the-first invern-:

- tor in:time.

35 'U.S5.C, - 102(g); which forms: the basis-for: priority contest:based an.

invention. .dates, wouid: simply. wvanish. There aiso would:be no:need: for-35:

f2INVentiol

UosSTCTTrow, W HIER ™ NmTEE prootss dEtes “toactsmthe United e

States.

~i=1l-
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debated and agreed to in the context of harmonization. ::At this time,;

The first: priority: appeafs to be the action.of the..Bar. and. the ‘Patent;

Office. agreeing.on the:merits -of the. basic.issue of changing: from a.;fi.rst_-—tq,—'---

invent: to=first-to-file:isystemy il :believe-that: this ‘has :happened::. This was

8

' -

believe that those in the Patent Bar who favor a change to first-to-file with-

out-hedging it with - harmonization concessions -are .in _the.  minority..: The '

majority. say.,: "Let's. change - to- first-to-file, but:only if we can get significant:

concessions - from foreign countries in the har;monization:---negotiations';‘.-;-;..There;
may be a minor variation, however, .in thqse‘--_‘_\'\rrho_‘-say,-'-"!-‘-._thjlnk-;we-_ should:
probably eventuaily change to first-—to-—file on its own rﬁerits, but as Iong-as
‘we are making the change, let's obtain some extra mileage from it by getting'
significant concessions from the foreign countries." Either way, it seems
clear from the Sah Francisco ABA debates, that the patent bar has firmly:

connected first-to-file with harmonization concessions.

The‘sé concessions princip.a!ly Vinc[ude the international grace period,. an
adequate term of patent. protection and patents in all technologica! fields.
Many feel that a number of European countries see the value of a grace
period on ité own merits‘,' but are too stubborn to agre_é to it as long as thé

U.S. continues with ‘the disliked first-to-invent interference system. The

' term-of-patent problem is mosily in the non-industrialized countries, but it is

an important problem. The scope of protection problem is also extremely
important. Many seek some reform in the area of compulsory licenses as an

additional part of harmonization.

Even with the 92-53 vote favoring first-to-file as part of a harmonization

package, there are many infiuential patent lawyers who will defend the

15—
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preseﬁtf-~iﬁ‘irf;.s’c‘—’co'-‘iri”\.rer\t-E ‘systémn._ to': their® Jastiobreath; - regardless of

harmonization' concessions. - These include two' - former: Commissioners of

Patents) © Many others :will srequiremaximum harmonization 'concessions before

agreeing toa first-to=file system. v ‘asions Lo oo Thmapipn hog eeadal

25 1n. conclusion i l_-'belie\?g that - the ‘inventor and: ‘his “assighee are better
served by the certainty’ and simplicity -of first-to-file, along»with - harmoniza=

tion  benefits i’ than* the uncertainty and complexity: of: first-te=invent;  even:

With---thes.._strcmg'f"sei'{time'ntaii -appeal-of the latter:o

ey IERxy o -
R e R L R TEE ]

“16‘-3.(:.!'? warhonmal Frores geiy o iasdy

. RCW/ebh CErmdmpooanis coiisiinonriast sirhe oo temlt Dot
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;MPresentedwe; PIPA 18th Congress

-LAYING-OPEN -AND DEFERRED EXAMINATION .SYSTEMS .. .. - .
«Z;IN}@IEW~0E-HARMONIZATION;;

Japanese Group,. Committeer No. 3. o :
Subcommittee on:Laying-open; and Deferred

ubExaanatipneSmstemﬁaz

.vKazuya HOSAKA, Hltachlr Ltd. @
_LTOShlakl AKAI, NEC Corporatlon
“-Ighir e ENOMOTO,  Fujitsu- lelted
:-Kenzo HAYASHI, Kanebo,:Ltd.:
Kazuhlsa IMAI Tosh'b

Abstract
Laylng-open and deferred exam na: on sy
are effective to remove 'various:undesirable L
sovinfluences caused. by -the. delay, in examination, and
. also effectlve to accelerate the examlnatlon, and

< improve’ the’ quallty of ‘the ‘8xamination. * Cahada ig"

vplanning:to; revise :its, patent;law -to;-adopt both ... .-
__ systems and the United States is studylng adoptlonw
Ugf “the'‘laying~open system, ‘étci “ThHese ‘movements’ are

welcomed from the viewpoint of harmonization.. This:.
. report introduces how these systems ar ed in

“Japan inh “a hope ‘that ‘thid reportiwil¥ be! helpful to
-the;.countries having:.a:plan to ;adopt :the, systems,.
_;partlcularly to the United States.A Some comments,uu

‘are ‘also made oh“how ‘thege ‘two ' systems should be
- operated -based: ‘on--our. experlence.x Y —

1, Introduction

The laying-open system and/or deferred examlnatlon
systems have been :adopte

; in.major .countries
The first -was Australlajln 1963 and -recent: ones -are: i
in 1985 and.Malaysia in 1986. - There.is. a movement dn
Canada..to ;adopt::the laying-open .and.deferred examination.:
systems.::In.-addition to:this, -it.is truly.welcomed in view:
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of world-wide harmonization that thé United States is
studying introduction of ‘the laying-open sSystem and others.

The laying-open system is to open the appllcatlons
to the public after expiry of- prescrlbed period and: to:

remove undesirable influences, includingioverlap: Ln:%“m

‘researches, R&D investments: and patent’ £ilings, caused by '

‘delay in examination, The objective: of the deferred
examination system is to gselect the applications to be
examined, shorten the examlnatlon perlod and lmprove the

quallty of the evamlnatlon by prov1d1ng :
review the filed appllcatlons w1th1n a prescrlbed perlod

‘opportunlty to

like the two 51des of a coin from the v1ewp01nt of
excluding undesirable influences .of delays in examination,
When they complement each other, the patent system may

of. 1nterest for those countrles studylng the 1ntroduct10n

of the systems.~'-'ff
o ThlS paper repo”ts on the result of a questlonnalre
survey conducted among 30 Japanese PIPA member corporatlons
(10 each from electrlc, meohanlcal and chemlcal 1ndustr1es)
on the occasion of PIPA!‘Baltimore Conference ‘concerning
‘their use of the two systems and some comments on how they

should be operated

2. Outline of Systems'in Various Countries .= ' w3’

~i'sirice ‘the’ laying-open and deferred ‘examination:
..Systems:/are ‘deened to work:interrelatedly to.remove: the
undesirable influences ‘caused by delays in'‘examination,

many countries now adopt both systems. : China recently: -7
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0. these. two. systems......

adopted “the” two systems, ‘and ‘Canada is plannlng ‘an -«
amendment of Patent Law’ proposlng g change from-the first-
to=invent system ‘£6 the First-to-file- system w1th adoptlonf

' On the other hand, there- are countrles which “have -
adopted the laying<open ‘system But not ‘theé déferred
examination ‘system, and ‘those which ‘adopt “the “latter but

not “the former._tAt”anj:rate; we ‘carinot dénY’that“thé”“’”'?

global trend is toward adoption-of - ‘theé - laying-open system
and/or the deferred examination system. Annex 1 shows” thef='
outline of the ‘Systems in the major ‘Gountries, : '

C Status of Use of Laylng—open “and’ Deferred Examlnatlon
Systems in' Japanese Corporatlons ERUR

“Ag “discussed ‘above ‘in’ 2, the laylng—open ‘and -
deferred examination systems~are~adopted~1n~many»countries?
We condufted a“questionnaire survey ‘among Japanese -
corporations to understand How théy''évaluate-and utilize
these systems in the“world. Out ‘of 30 ‘Japanése PIPA member
corporations (10 each from ‘the electrid; méchaniéal and
chemical industries), 29 responded ‘to the questionfiaire.
Annexes 2 and 3 show the résults of’ the survey.*“’““

3.1 Laying-open System

'3.1.1" Use of Laid-open Publication

To the” questlon ‘of ‘what 'are’the’ purposes ‘Of- usrng
lald—open publlcatlons (KOKAI KOHO), ‘the- follow1ng 4
answers took precedence:”’’ R St

(1) As search mater1a1s~on3R&D‘treﬁdsfof‘eompetitcrs*:f“
“(2}‘édﬁhtermeaSure”for*éBmPEtitdrs patent appl1cat10ns

expected to" mature in"the fiiture”
“{3)7As prior arts used 1n opposltlon ‘and” 1nva11dat10n
. "L{',Z:Proceedlngs g R S - T PP
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7 to the objects of use-o:

p. 4

(4) As materials. .to. Jearn. the general techn1ca1 trends

. As:the.above.-answers, show, the. 1a1d TOPEen .. . P
publ1cat10ns have. been effectlvely used mainly as, technlcal

and patent information.

3 1.2, Timing of Laying-open ... . - Ce
'ate that perlod
of 18.months. between the filing or. prlorlty date an

Ninety :percent of the responses.;n

laying-open date.is. appropriate. . This, suggests that theghu
current -18-month :period in.the major gqgnttlee is ...

approprlate. Cesrier e cldnrn fentoiet el o
3 1.3 Merits and Demerlts of the Layhng—open System
3.1.3.1 Merits

etlts of ;th ﬁlayl g-

- three answers.accounted Wor

of .the: system.are well appreCLated.hmﬁ
{1) Possible.to,]
:ﬁggcompetitons.

). Possible.. t‘h
;{ilnvestments

{3) fEQ.S.%%PJ:—?#:;}T—O e
OPPOSi*;i@f;,eend.;a}nvelw??:;?n P#QC%@%"Q agalnst

competitorsf applications
3.1.3.2 Demerits

appllcatlons before the prlor appllcatlon 1s lald 0pen as.

indicated by the answer to the quest;onnalre.
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- open system. | gmeolsdd e soofd s

P.

R&Dgand,filingwtrends;pfsothe;sgetﬂenfeeplyﬂetegej:gpd is
considered,asgunayoidahle.undexmﬁhﬁgnétU£§]Qf'theﬁlaﬂingﬁfn

_3.1.4 Practlcal Problems Encountered in Countrles

At any rate; existence:of:10%.of .patents, which were.issued

{(including the UnltedHStetesJMwethggthQQp;;pgx;

the Laying—open -System: .. dzouovsd G b s i
::Following -two:points were. p01nted out, based .on the _
pasti‘experience. which .make the .other parties difficult . to .,

establish:their countermeasures.in advance.against patents .

in:question which might:.be isguedin the .future. .

{1} Impossible ito: make . ;early .decision.because MO iyl
zveinformation:is available with .regard to. ex1stence of

'féaearller‘patentuappllcatlons, statug.of patent
(x-applications in-question, etCu. ... '”, SRR RS
(2) Patent was issued after a considerable .number of

years since filing.which .presented;serious.

s r@ifficulties in.making .countermeasures, ... ...
3.1.5 On Adoptlon of Laying-open System.in. the Unlted
; 'w:States

US patents issued«in-JanuarV, »3987.: .55 =00 4 N
As is clear from Annex 4, about 45% of . patents were
1ssued within:18:months since,US filing: -About.90%:0f:
patents were issued within 3.years,:and.about:10% .after 3
years..:Early-issue;of U.S: patents seems:to. have.somewhat
similax: effect to: early'publication of . applications.;i

number of years:in case: of countlng from the prlorlty date.

after:3:years or more,:is;a-serious.problem.:.. .-
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e believe‘that'the”currentlproblems'ment&oned“in“““
(1) ‘and (2)° ‘of 3.1.4 dbove 'will ‘be ‘eliminated: by adoptionm
of the laylng-open system in the Unlted States. - L

e e avviliia-

3.2 De'-f‘e:r‘fé'a' Examination System -~}
3.2,1 Timing of Request for Examinations
' ‘As ‘igclear’ from ‘the ‘result shown in Table 'l of
Annex 3, quité a number of respondents ‘indicated: that :they
file requests simultaneously ‘with filing of applications in .
countries other''than Japan.*:The reasons given :therefor.are
that the-planned ‘foreign filings ‘are‘required ito be"
"paténted ‘at early ‘ddtes, and they are subjected 'to severe
selection in'respect ‘of théir importance and patentability.
3.2.2 Merits and Demerlts of Deferred Examlnatlon System
- 3.2.201 “Merits: SR CRTEEL mEL o ‘
The “f611lowing 4 ‘answers accounted for :93%.

{1) Request ‘for” ‘examination can ‘be filed. dependlng on
“the'timing of R&D trend; ' e ' L
(2) Examination is accelerated and early issue of patent
" becomes possible ds applications are subjected to
gevere” screening-at- the stage ‘of: flllng ‘request-for:
‘éxamination: : : T T
(3) Request for examination.canibe.filed:only where:
*necessary.- Lo towmai sy T
(4}*Request for examination fee can.'be:saved. on:
© 7 ’unnecessary“applicationsi
: = 'The abové’ (1) is -attractive to applicants because .
they can cbtain patents more éffeéctivély-and can’'operate::
their patent management 'more flexibly + . The.items {2)-and.
-(Bfﬂéohtribﬁté to decrease the“numberLOE*reqﬁests for - =i

. exafiination by‘severé“screening, tovaccelérate the:

examination and to- he examlnatlon.u

"Thug the deferred examination system is necessary for

prove theigqualityo!
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efficient dnd-économical mandgement of . the-patent .system.
1 3.2:2.2 -Demerits R R R LS R R ST S SN SR F o
Deferred examlnatlon system lnduces the screenlng of

. nggplicaylons asrls indigated by :the responses...lt makes

the management.and procedures moregcomplicate,;andggives'
unfavorable influences on a buéiness~plan :due to: delay in
confirmation-of" competltors patent. appllcatlons in.. _
question. However, the latter may be solved: by: prov1d1ng
third parties with:-a: right to. file.arrequest for
examination like in Japan. : A

3.2.3 Period of: Request for Examination:

The survery  shows that 15 corporations (52%)
affirmed up’ to. 5 -years:from:the date of filing would be:
appropriate as the period for £iling. request:for:
examination, while: 13. corporations -(45%)-affirmed: 7 years.:

- It should be noted-that the majority: affirmed. that. the. . ..
period for filing requestffor'examination-does;ndtphavektot
be too long.

‘3.2.4° On Adoption of: Deferred Examination System in. the

Unlted States. ST TR B b Lo ;
- To. the question: whether. the United:States should
adopt the: deferred examination system or not, 9 - :-. .
corporations (32%) answered that .the system could:.remain
unchanged while::19: (68%) affirmed: the adoption.. . Many of:
the latter opinions cited harmonization:-as::the .ground.

4, Problems Encountered under-Both Systems

4.1 Problems in -Laying-open System : : o
(1) Survey costs and management work are 1nf1uenced by
increased information. '
. Thi's ‘problem. seems to.come: from -the: following
factors which ‘induce: 'the laying—open system :to. increase: the
number ‘of filed applications..«..i ..
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(@Y "Corporations- are chpelledrtd;fiLEﬁdefensiVegpatent,
application to prevent competitors fr0mebtainihgik?

s oreélevantipatents. o eie o inan o b '

{b) -Corporations:are compelled.to file.immature

rinventions asthey are stimialated by;competitors‘ﬁy,
y-lajdopeni-publicatidnsi Y

(2) Negative influences: on- strateglc management :of.;
-applicationsi : ARSI PRI I R RO
" The following~ unde31rab1e advantagesare:given to;

the competitors under the laying-open:system.. :

- (a) Encouragement-of-participation:by.late comers
{b) DisblosﬂrelofFR&D:strateQYxtOscompetitprs i 7
(¢} Increase: of improved inventions by competitors: . .::.

Theserare:demerits. for private;enterpriseS'and;gggﬁg
. indiViduals:wTHbWevefiiwhenwviewedafromfthe;hational;a;;_;_
interests; they:may turn to-desirable:advantages because -:

aCtivation*oﬂ¥nation+wideiR&D_activiﬁigts is: expected. . . .-

4.254ProblemeEhcounterédxﬁﬁdér:Deferred;Examination System
(1) Time and labor are consumed in determining:
+* whetheria request: for examination: is:filed; or not.
{2) Confirmation of -the: status: and scope: of competitors’
siappYicationsidis: delayed:: : Pt mane s
(3) No- ‘temedy is-available: after explry of perlod for

examination::request:: sor b medde e

(4) The number of patent appllcatlons increases.

This may ‘be:due: toincreased: defen51ve—appllcatioqﬁi

resultlng from separation:of flllng fee:and: examination : . &
feey RN . ; _

4 doptlon ofithe- flrst-to—flle system:and . laylng-open

ﬁsystem wWill activate R&D- act1v1t1es and:result: -intthe -
increase in number of appllcat;onsﬁqﬁmhe;applxcatlonsﬁqﬁ
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foreign: applicants: are-different from that. of domestic.. s .-

- applicants in:that: they-have been. subjected. to. review at .o oo -

the time-of f£iling...To have the. examlners examine; all. the
applications: filed- w1thout such:review: may cause losses 1n

mofrey and. tlme o the state.

5. Conclusion..

5.1 Laylng—Open System

.. .;The: Laying-open. system is; effectlvely utlllzed in
Japan. and European: countries. The.movewtowatd.the-aﬁpp;}on

of this: system:in:the United States.is.welcomed. .. s

If the United States adopts the laying-open system,
problems mentioned in (1) and (2) of 3.1.4 would be
eliminated. Thus, we strongly wish the United States adopt
the laying-open system.

However, we cannot agree to give a right to
applicants for preventing the application from being laid-
open without providing any restriction as proposed in
Commissioner Quigg's proposal. To give such a right
enables to keep the application intentionally in secret is
against to the original purpose of the laying-open system.

We wish careful consideration on the provision of such

right in the course of adoption of the laying-open system.
Purther, we wish that a provision of compensation after the
laid-open will be considered. Introduction of such
provision would be helpful in compensating demerits of the
laying—-open system discussed in (2) of 4.1.

5.2 Deferred Examination System

- We believe it is worthwhile for the United States to
study adoption of the deferred examination system
concurrently with the laying~open system. It is
appreciated that the US Patent & Trademark Office is

4%
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endeavoring ‘to ‘shorten’ the examination time’ ' Howéver; ::. il
economical and technidal value of invention will often
change ‘after £iling” because of emergence of new techriology’
or’ design. “This i§ also likely in- the United Statesi =
Therefore, introduction of deferred éxamination SysStem in:-
the United States must be worthwhile,

In the countries where the deferred examination:
system has already been adopted, the period:of request for-
examination varies from 6 months from date of laid-open to
Tiyears from date of filihg. Harmonization+among countries
concerning this period will be made in-the near future.
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- Table of-LaYing-open”&‘Defe:red_Examination”Systems”m

(iﬁ Srdéf‘of date:

of . enforcement) .

Country
(Date ' of

enforcement)

-Time of laylng open..
‘~Accelerated publlcatlon

‘by request (Ac. publn. }‘%i

.Deferred._examination _
(Deferment perlod.~w-= =
from:£iling date unless

.. otherwise: stipulated)

Auétralia*

~=*18-months ‘from filing

or priority date
*(Ac+ publin.) Yes

(May l 1963) “{At ‘3 months or later

‘since -submission of
complete: specification)

*Within 5 years:from. . : -
date of submission of
complete specification
{(by applicant alone);

6 months from the date
of order by director-

.. . general of the Patent.
:.-0Office, if any.

~{Bffective from Jan. li'
1970) .- =

Netherlands  *18. months from . f111ng . *Novelty. search: w1th1n
S et cor opriority date:s G inyears 0 :
* (Ac. publin.) Yes -~ *Bubstantial examlna-
(Jan. 1, S e i+ tion:- within 7 years -
1964) -*May ‘be requested by any
. - .. person : .
Sweden - ©*18 months-from filing or None
(Jan. 1, ~“-priority date
1968y - ik {AG publn.) Yes
Denmatk- - . *18 months from filing or None -
{Jan. 1, .- priority date S EEETB U S
1968) B *(Ac. publn ) Yes
Norway '*18 months from £iling orx None
(Jan. 1, “priority- date
1968) o ~*(Ac: publn ) Yes
Flnland o --*18 months from filing. or . None.
{(Jan. 1; " "priority:date: ¢ Garahona o
1968) .

*(Ac.  publn.) Yes

: continued: ;.-
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‘West Germany *18 months from filing or

priority date
* (Ac. publn.) No
1968) -

*Novelty search: within

7 years
*Substantial examina-
tion: within 7 years
*May -be requested by any
person L

France:
REAE spriority:date . oidiow

1y "1959)

(jén.

”*18 months ‘Erom: f111ng orﬂ‘

,*(Ac.‘publn ) Yes o

*Novelty search w1th1f
18 .months: (Request may..:
by deferred by 18

.months; if request is

. “not-submitted within 18-

Tmonths, patent applica-
gion-is- converted to

s woutility-model) s e
‘... *May.be: requested by any
coPerson o

*Patent: within 7 vears
*UM : within 4 years
*May be requested by any

.person..._ ...

.*Wlthln 2 years from layﬁ

open date
*May be requested by
any person .

2790-days after expira-

’,*By appllcant only'

*Novelty search: within

-tion:of 1 year

Japan ~*18 months . from filing or
" {(Jan.~1, i priorityidate
.1971) *(Ac.'publn.) No.
Bra211 *18 months from flllng or;
sorx: priorityisdate e

(Dec. 31; " =*May-berextended upon
1971) Lo owcpetifdona”

Mexico . .. CNORE
{Feb. 11

1976)

Great *18 monthsmfrom:fﬁling”or;'

priority date :

*  Britain

o _ . *{Ac. publn.)} Yes
(3ﬁhé.1;” e e s
1978)

s

; ﬁ1*Exam1nat1on requestt“

*Novelty search: wifﬁiﬁ‘”
1 year..from filing 0r
priority: date ,

“within-6:months from.:
day- open.date (nay b
extended: by 1 monthj):
.WBy appllcant only

EPC
‘ . priority date
A0ct. 1, ..

*18 months from f111ng or.

_*(Ac..publn,). Yes%ﬂwnf]t.”rﬂ

Novelty serach- w1th1n
1:month:; oo
Examlnatlon request.wvmw

1977) .
{(Acceptance;:iinon
June ;, 1978)

within 6 months fr
publication of search
report)

298
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Republic
-of South.

' Africa i

..{1978)%

*#18 months from £iling or None
priority date
*(Ac. publn.) No = =

Italy .

{Aug. 22,
1979)

:*18 months “from’ flllng or?1 ¥§ﬁé“”fLV”

priority”date

*(Ac. publn.) Yes

Application is laid open

after at least 90 days

from fi:!‘ing date EEES L R T S

Republic

‘Of Roréd
(Sept. 1,
..1981)

rom flllng'o

*(Ac. pubin } No

personiﬂﬁum

Socialist
Federal

*18 months from filing or *Within.

priority date

Republic of
Yugoslavia . ... ...
(Dec.;28, 1981) ;

. Chlna *18 months from filing or
e ... _ . priority date N
April- 1, = *(Ac. publn.) Yes
1985}

Malaysia __None .
{(Oct.: 1, :

Cénéda"M"wa*ié‘mdﬁthS”ffbm'filihg“bfﬂﬁf'”ff .
(not:: priority date - *Muy berrequested by any
de01ded) * (Ac. publn.) Not decided person‘ e
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[ANNEX 2] Questionnaire and Answers on Laying-open System

1. Status of Use

For what purposes do you use laid-epehnbﬁblicatiohg:?f'

“under the laying- open system9
answers from the followrng llst.

(1) Purpose of uszng lald—open publrcatlons

Pleasge- choose pertinent -
(Up to the top 4 answers)'"

300

_ Items - Electric Mechanlcal Chemlcal Total**
_As search materials on- 5 S g 9 C 22
R&D trends of competitors B (19 1%)
Countermeesures for 5 w10 e e 22
competitors" patent g ERAEEAT TR 2 419,1%)
aappllcatlons expected to _ R
mature in the future * e
. As prior arts used in 8 6 B 1 I
opposition and invalida- R e ee o {1645%)
tlon proceedlngs | _r-‘ 
As materlals to ‘learn 7 L 6 .18 0
the general technlcal (15 7%)
trends , - SR
As references in settlng 4 4 6 C 14
R&D themes : o (12 2%)
As prior‘arts in eventual ‘= 5°° 3 . 12
opp051tlon proceedlngs, c (10 4%)
etc. in the event of - e
publication-of-laid-open. .. .
application by third
party
As references in encourag- 1 1 3 5
ing new inventions within (4.3%)
own company
;" continued "
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As ground in‘asserting own: 0 T Qrom e Qul 0
rights ‘in- Warnings;,etcini‘hlf R wmee e et
to thi _ : A ST

As ground in assertlng own 0 0
patent rights over inven-
tion disclosed in laid _
open. publlcatlon of third
party:: Ty

Others (specify) 1 o 2 o 0 T3
i Prior art Prior art . .. .. . . (2.6%)
search search L
_Information
offering. ..

Total 115
(100%)

(2) If you do not use laid-open'publidééiéﬁé;'ﬁleééé'f;.r_
“chooge two reasons from the- 115t ‘below.

( ) Because the scope of rlght is not dec151ve e
{ )} Because there is little use as early PUbllcatlon G

) data sy Do T i
() Because we have no-personal or- f1nanc;a1 resources f“ ;
or space although we would like to- QSé'them _:;. IR

( ) Not interested , e

Result: No answer
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2. Tlmlng of Laylng Open

Currently most of the ‘countries. of:;he world adopt’

the laying-open system. Please indicate whlch ‘of! the

.answers. below you._ agree concernlng tlmlng of lay“ng op

Electric Mechanical Chemical Total.:

(prlorlty) date is - i dme mmind {90%)
satisfactory ; - S '

18.months from flllng e T L0 e 260

Prefer earller 1ay1ng—open¢* 0 2 0 2
- such.as - - e 1. as early as. .
: possible
2., 1 year or 6
months from
filing

Prefer later laylng-open R .. 0 _ 0 0
‘such as: #8887 B e A T R FS N e -

Prefer a rule prov1d1ng N o o B ) R
earlier laYlng-open date R A R B R R T SRR LI oo
than statutory: date.

(18 months from flllng)
‘apen pet1t10n by appllcant

Prefer a- rule prov1dlng Y
later laying=open- date i
than statutory date
(18 months from f£iling) i
upon petition by applicant duwnms ol sdlnwsh

Others (specify) 0 1 ] 1
-Accelerate or
‘defer laying-open
date between 3
to 6 months from
the reference
date of 18 months
from £iling. Mpon

petition by
applicant
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3. Currently most of the countries of the world adopt the
~laying-open system. Please indicate which of the merits =~
- and- demerlts you‘agree concerning this sgstem"““ Trmm—

§

(1) Merits

hComments Number of“respondents

'”POSSlble to-learn filing-status- and
RsD trend of competitors & early
stage

P0551ble to av01d overlap in"
researches, R&D investments and
"patent applications- =

Possible to take early ‘countermeasures’
such as opposition and 1nvalldat10n

proceeding- agalnst c0mpet1tors S
appllcatlons

Possible to take countermeasures to
avoid competitors' patents-at -- -
early stage and avoid ‘eventual patent
‘disputes

Possible to determine direction of

P0551b1e to obtaln 1atest R&D
“information-

Possible to prevent competitors' 2
from filing and obtaining patents
by own laid-open applications

Possible to learn presence/absence 2
of corresponding applications .in :
question at early stage

Search for prior art 2
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“Demerits

Number of respondents

Comments agreed

Subjected to time constraints for 11

~£iling -related applications -before

the prior application is laid open

- .Current content-and direction of ReD =~~~ 11 T

would be caught.up by competitors at

mearly stage

Relevant and irrelevant. 1nformat10ns _f} L9
are mixed ' '

Competitive spirit may induce: flllng ) e
unnecessary appllcatlons;,- i e : . )

.Too many number of laid open _ s

applications increase. steps 1n patent
searches e

Scope of right of laid opéh'appliéations"Jﬁf L; 5fff; :
is uncertain, and it is difficult to Ll
prec1se1y determlne the same o

_that competitors may ut111ze them for

Rejected laid open applications w111 AR -

serve to disclose the technology so

free

Merit (1) above is the demerlt for_:_
the appllcant e
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4, Please enumerate: concrete examples, of . problems = oo
‘encountered in countries whére the laid-open system is not -

adopted (such as the United-States)..:

Concrete examples

" Number of

answers

'Imp0551ble to make early dec151on because no. 1nforma-

tion is available with regard to existence- of earlier:

12

patent applications, status of patent applications in.: . .. ..

question, ete.

‘Patent was issued after a considerable number of years

since £iling which: presented serious dlfflcultles in
make countermeasures’

Since file 1nspect10n is ‘not p0551b1e until-: after.
registration, it is difficult to accurately’ assess
the current status and to “judge patentability. - In
the case of rejected applications, one has no mgans:

‘of ‘learning the prlor art references c1ted 1n the

prosecution

Since -.competitors' relevant and important applica-

‘tions are not known until publication-or registra-

tion, it is dlfflcult ‘to take’ countermeasures such ‘as -

changes in product development or design, and to take o

precautlons agalnst p0551ble patent 1nfr1ngement

Although laid-open appllcatlons ‘are to be used’
theoretically as prlor art, 1t Ls not poss;ble to
do so

When' the competltor s appllcatlon is assumed to be a

prior application with broad claims from correspoudlng_f

applications in other countries; but ‘there- ‘ig no
chance for the third party to take actlons in the

'examlnatlon stage
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[ANNEX 3]deesEIOnﬁéireaaﬂdaAnswerS%on‘DeferredkExaminatioﬁx

1. Timing of Request for Examination:i
On what ground do you determine the time to file
requests for examination in countries where the deferred

B *examlnatlon system is-adopted?: - Please fill..in -applicable......
"'.columns in Table 1. I TR

If you f11e request for examination. request at the

tine of flllng, please give Concr'te'reasons therefor o

broken down : by the' ‘countries.’

Concrete reasons i 5% Bwrowrs Numberiof:-answers: v

1.  Foreign applications are filed only on
- : inventions .which have been severely . ... . ..
screened in. respect of thelr 1mportance and
patentablllty, and they need to be pate
at early. stage -

2. There are only "4 months ‘during which to file
.. examination requests for EPC convent1on
L:appllcatlons T ’

3. The examlnatlon fee‘rs:refunded'if ‘the
report .locates ‘a mo p rtlnent prlor art
reference . “ o aee .

examlnatlon reqdest is comparatlvely short,
Jthe duration is also ShOrt . . . . .o

art references

6.  France: Because documentary report must be
prepared within 18 months from priority date ™

b KOLEA, Wl Germany. Britain, France: Because the % .

application has been confirmed of its importance
and there is a limit to the duration from filing
date

8. In order to obtain patent rights early for 1
protection of licensed products or licensees
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2. Merits and Demerits of Deferred Examination System
Please describe merits and demerits of the deferred
examination system,

3. Request £or examin
necessary T

o
i
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{(2) Demerits

‘ _. answers.
1, It is necessaty to review whether requests for ~ 11~

_examination are to be filed or not, complicating
o the admlnlstratlon/request procedures for
@appllcatlons B o . o

W

2, Impossible to confirm if the patent has been -
. issued on the critical’ appllcatlon in competltor s
'-name, thus creatlng insecure 51tuat10n over patents

3. ..1f the period of request for examlnatlon isg too DU S
“extensive, it may discourage development S o

4.  Request for examination by third parties may start B A
- “examination at a time not intended by the e e
‘appliant ‘and therefore 1nconven1ent R

‘5. There is no remedy dvailable once the perlod oo 2
of request for examlnatlon explres o . A

6. Causes increase in the number” of applications ~ 72
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3. #‘Period:of Request for Examination.- ' :: "o coivecis

i1 The:périod of request: for.examination waries from
country-to country. :What «is the reasonable number .of years. .
_after the actual filing date in view of_harmonizatioh%;gﬁpk

Please indicte the appropriate years.

| 'ﬁ”fffPéfiod '  Number of
s e e e e pagnondent §

within 1 yearvfféﬁgéhé@fiiinéééééé"ﬁiﬁiwt-hfnﬁ: 0

within 2 years from:the filing-date™ ... - . . . 0

within-3.yeansufromwthe”filingJéétél lml_mﬂnfiw .,M” 3

within 4 yearsifféﬁwfhe“fiiinﬁ&détéf*ﬂﬁ wr e 4

within 5 years from the £iling date _ 8

within 6 years from the filing date _ 0

within 7 years from the filing date 13

Others: please spécify.

1.  There is currently no problem in
setting the period from the filing
date. However, restriction should
be provided concerning amendment -
after laying open . . 1

Total 29
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Adoption of DeferrediEkaminaﬁionﬁinatheaUnitedﬂStates“{
“ Akthodgh “it “i'¢ ‘notknown if ithe United States will

4dépt the ‘deferred: examination system:or not, please: ;...

comment on st pon o T araiy nlomdni e S0 St o

310

* Prefer the current system. ﬁéhcofbofétiéﬁs (328)

Reasons.

-—Number -of
.. .respondents

If patent continue to be issued in

w@ee=-3eyearsy-{There-was-an-epinion .-
that adoption of:laying+openzsystem:.::
should come flrst)

6

Almost all US- patent appllcatlons
are filed with the 1nten51on of

—obtaining- patents

There are no restrlctlons on the l

~duration of- rlght Such as countlng it e e e
from the filing:date: sl ol muuay
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* The United States should adopt the system:

- l9.corporations, (688) .
B o : Number of
# “Reasons:- respondents
- 1. Fromhthé:viewpoint-ofﬁharmonizationﬁgf'" )
v' - Qfé?Appllcablons to be;examined. can be"ﬁé 4
reduced by the review at the time: of: -
filing a reguest, thereby 1mprov1ng the
quality of examination and acceleratlng
the examination
_3. The number of filing can be reduced to 4
thereby redice costs by ascertalnlng i ~
the trend in: R&D - i £ :
4, The system should be adopted linked with ..l
the laying-open system. Pending applica-
tions should be laid open as soon :as
possible in order to keep the equlty with
third parties
5. The start oﬁ\examination ig too early L

currrently, and it is difficult to plan
patent :strategy by considering the jimports. ...
ance of 1nvent10ns and R&D status

6. Delay in examination and delay in grant- T
_ing a patent can be obv1ated under the
“Oresent BySEem et e

I



Table 1

_Timing for filing a request .for. examination

Countries Concur- " . Aftetr review within:.-7 .- . R
with*® ““’lyr 2yrs 3yrs 4yrs:Syrs 6yrs 7rys Others -
Filing: - oot cooenownn gy B o (after

st e g " issu-

ance of
search
report)

Japan 3 17 1

China - 2

- 1

. Rorea

EPC ) 10
W. Germany 13 2. .4 3
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Relationéhip”betWeeﬁatﬁéhnumber'6f years

[ANNEX 4]

from the dates of filing in the United >
s States andgtheynumber_pfhissugd;papgnts

3232151915 .1416: 10§

OIS A T AW

4

155 S
g% 98
: 5

21982 i

©1983. . -

munmﬁwm.pmmomﬁMWmmﬁ‘uo:

1981 ..

~:1985 < .. 1984

1986

" Dates of filing in the United: States.
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1

COMPARISON OF CIATM SCOPE OF U.S. AND JAPAEESE
CHEMICAL CLAIMS -~ AVOIDING EIAS.AND INTUTTION
» ~ Lawrence T. Welch!

One of“the~moet*difficu1£-topics«of discussion between the :
American Group of PIPA and the Japanese Patent Office (JPO), A
ébeglnnlng at least as early as the February 1984 meetlng in ; '
| : contention that the scopem

'gTokyo, has been the U.S. practltloners'
?of protection afforded chemical clai
Ethan that afforded in the U.S. e
gphysicochemical data necessary teo s

nﬁJapan is much narrower
e”concerns the amount of
eric chem1ca1 c1a1ms

iin. Japan versus the U.S. This a debate ‘over the

_purposes of the first-to-file ‘syste Japan versus the‘flrst-

he -necessity. for actual phy51co—

ito-invent system in the U.S.;

fchemical data to be present: on:the filing an application; the
t has ﬁeqwto ﬁhe
ggesting %ﬁéé while
re broader than the
‘lalms are broader

Epractice adopted in Europe?

_issuance by the JPO of a_comp

fln certain individual case

Japanese claims,

~ ‘than U.s : ,

athat ,there 1s little '1f any"‘dlfference -between the claims
obtalned the u. S., Japan, and Europe (the JPO Study)

' Thls study was cr1t1c1zed by ‘U, S practltloners as not

¢lainms, tudy - apparently was

representative ‘'of the vast number of chemical patent applications
filed each year, and in any event, as being too small in scope to
vield statistically -significantly:results..: Understandably, the
JPO’s response was, in effect, #*show us your study which

" demonstrates the contrary result.”

1. Attorney, Corporate Patents and Trademarks, The Upjohn
Company, Kalamazoo, Michigan. This is a paper prepared for
Committee Number 3 of the American Group of the Pacific 1In-
. dustrial Property Association (PIPA) to be presented at the 18th
woInternational-Congress, -in - Baltimore,;--Maryland;-held-September -
30-October 2, 1987. The views expressed herein are strictly those
of the author and do not necessarily represent the views of The
Upjohn Company or the American Group of PIPA.

-]
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- paper -represents. a. study demonstratlng a. result contrary to thef

Despite: my title I .must .confess that I cannot say that thls{

JPO.:study. .- This. does. not. mean that I agree . with, the . . JPO,

conc1u51ons.3,;ga‘

R

tHis type.; Fer iof all, Japan has only al‘

protectlon slnce 1976. Many ©f the broader chemlcal clalms are:

flled -by: pharmaceutlcal companles .and.. other heav11y regulated
industries where it .is. not essent1a1 that a. nt _be. :
_these appllcl ts often¢

quickly on the subject matter.. .|

Therefore,

wait the.full. seven. -years. prlor to. requestlng examlnatlon.; This
means: ‘that :a; substantial . percentage of cases .were not examlnedy

,untll 1983-.or.later, and thus .only now are these patents issuing.

Further,.. ae_a;resnltﬁog_thre de;ay,_many companles lose 1ntereste

xn;the_squeetﬁmatter_for”reasons_ otally unre‘ated to patenﬁ

claim scope, or.the c .. simply
matter:. is ,important};&and 1t is not essentlal + .
patent.protection. .Flnally,_there are . cons;deratlons regardlng
later ... dlscovered prlor art, dlfferences i the prlor art;

applicable in the two countrles,munlty of 1nventlon problems, and‘

for . clalms,whlch vary greatly in

the . .like, .which. could ,account

scope, .and .which have. little or nothlng

to.do with -the require-

ments for . exempllflcatlon under the varlous natxonal laws.‘fﬁ
The g_goh SEUAY | oo fiiir o mwas bt e ehafe e it

Asr -noted,. the ‘U S., practltloners who have examlned the
clalms compared .in. the/pJPo Study ‘have Inoted.(that the,, clalms
jrther,ﬁthey-were_only
ot . be .considered.

genera11y wnrn-narrnhwto%beglnwglth,h

issued.. to few .companies, . ..

representatlve of the scope of patent clalms obtained.generally.;
However, if. .one looks at. the .results of the JPO Study,..one .could
arguably a conclude that. . whlle the net .effect is.that about. .an -
equal number of Japanese, claims. .were.. Jbroader than the D, s* .claims

and - vroe;arqerea¢“&there;.was. somewhata of ..a . trend.. that u. s.
applicants got broader.claims. i

got broader claims.in Japan. . The 51gn1f1cance could be. explal_

=2=
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bfisEVeral theories: (1) the fact that at the time the case was

prosecuted in each” ‘country, it ‘was- ‘more’ ‘important’ ‘to’ obtaln“
broader claim’ scope, since it ‘was not clear what' the - important-
subject matter was; (2) a better understanding  of patent:

,practiéé”allowsxfor'hetter protection ‘in- the home' country; and

'(3‘) there :.s better treatment of natlonal appl:l.cants by the”

respectlve offices.”
There is no aspect of the JPO study which could validate any

of the theorles. Further, it "is’doubtful that a study of this

size has. any statlst1ca1 slgnlflcance.””'”

In trylng to’ ae51gn a study of" comparatrve olaias~1ﬁ the’
U.S. ‘and Japan, ‘one” is 1mmed1ate1y faced with-the" difficulty of
what patent clalms to use for comparlson. The' dlfflculty in

obtalnlng approprlate compound per se ‘claims for comparison in
.the U.S. and’ Japan is hampered by ‘a ‘Aumber of factors, as’ I noted
lprev1ously ' Further, unless ‘a random sampllng technlque is used
which would demand ‘far more resources than were devoted to the

studies undertaken to date, any- ‘selection of comparative claims
must rlghtfully be acknowledged as potentlally not’ representatlve

of the clalmlng practlce in the’ respect1ve countries,

Further, as all experlenced patent praotltloners know, what

one ‘obtains ‘from a Patent Offlce, “and what one can enforce in the
courts, are often two quite dlsparate thxngs. ' Thus, a ‘true

' analysis of claim scope would have to involve an  analysis of

decided cases concernlng patent 1nfr1ngement in their” ‘respective
countries: Do the courts allow proteot1on ‘for similar’ compounds
under a doctrine ‘of equ:.valents" “Aré ‘broad claims routinely

“narrowed ‘or 1nva11dated by the courts when they are- attempted to

be enforced°

‘‘Perhaps ‘in the “final “analysis,"the’ U.S. ‘practitioner’s

argument is’'somewhat “intuitive,; but backed by 16gic. : Everycné
would “agree ‘that ‘the 'JPO' réquires: more exemplification in térms

O oo

of" hy51cochem1cal data supporting “chémicalconpoundelaims thaf -

does " the ‘USPTO." Sxn faot, glven‘approprlate~descr1ption in the
spec1ficat10n,'1t is" p055151e"that broad; ‘valid patent ‘c¢laims

=3=
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“could- ‘be. obtained in:.the U.s:, "without:the preparation of a:-
single compound.ﬁ This :could..not:happen. in the .JPO, .since.there.
would::not: have .been :a .completee,lnventloni;atﬁ;theﬁ@time,ﬂtpeﬁ

_ applicationxwaswfiled;;eEurther;jthere;is,essentielly,noﬁcpve;gge%

undér -the: doctrine :of -equivalents: in. Japan, unlike :the U.S.2.

in’ Japan' aftér convincing: an examiner; through.the submission of
additional’ physicochemical :data-demonstrating that;euch;compqund95
haVeﬁbéenfpreparedpﬁthere:is-potential‘that,themiilingrdgteioﬁg
the application could be changed toﬂthe‘date-of=the‘submission,33
prior:art;’:for ;example) through later: court. proceedlngs.‘,mh;s;
would: not - happen in the U.S. - TR RP T ST URTI

= All -iocf: these: factors -Wwould certalnly suggest that patent 
applicants- in::Japan will obtain. narrower. patent. protection:  for.
their chemical: @ compound. inventions‘mthanﬁgwill;qthose,,same;
~applicantssi:ins the UsS+on ‘While- this -argument. makes . sense:
logically, 'in :the final -analysis: it .iscmore theoretically. based.
than empirically :based; :because :no: .study: has been. undertaken:
which:could ‘conclusively :prove this. . One :might :argue that
knowing: when:: cne patent,;systenu:provides-aharrowerg;glaims than:
anothexr:is king df;}ikenthewnOanamous;statementumadetpyﬂen;
American. Jjurist. in.defining. pornography: . ..7I.-know it when. I .see
it.* - U.8. practitioners;-looking at the. above.factors, feel they.
know :in their:hearts that narrower claims. are.cbtained in Japan,.
but it is quite difficult to prove this with hard facts.. . .. .. .

It iis - my view-that merely dolng & study of 1ssued U 5. and: -
Japanese-patent-clazms ‘is not..going totprove3conc1u51ye1y,thetﬂ'
narrower or broader protection is“pbtained;in;eithergcountryg

2. See; .e.d., ‘Tanabe et g; Japanese Patent Practlce, pe 72
(AIPPA, 1986). e

3. See, e.g., ”(Supplement) oObtaining:Patent: nghts in- Japan”i
Examples 14 and 15, a document prov;ded to the Amerlcan Group of
PIPA ‘at the February,'1984 PIPA meeting:

-4~
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The ‘question’ to’ be’' addressed .is: ' - Which ‘country provides.
-inventors ‘with' the best protection for chemical inventions? :This.
question 'is’ ‘cledrly "much “broader ‘‘than -a ‘mere examination: of.
igsued” 'p'at'ent"s: ‘to 'determine-which. country provides.the greatest.
number of " theoretical’ compounds ‘embraced -within:the-scope -of:the:
claim'and is 'not -one that ‘can- ‘easily "be- shown by empirical. data:s
Rather, “the:" questlon cencerns: which country will Jallow: an:
 inveritor “to obtain the ‘maximum: rexclusivity:: for h:Ls < invention, -
w1thout unfa:l.rly precludlng ‘others - from: developing legitimate:

CIt* s my épinion:i.that when.all-of: the factors noted above_:;'
are ‘examined, a’ ‘narrower: kind: ‘of “protection is:prowvided .in-:.the:
. Japanese Patent system as compared to.the!U.S. -patent: .system.:

Thus, ‘where all other factors are equal, :broader U.S. claims
should’ bé " obtained. " The 'phrase, #all: other factors: are -egual”
~ severely  harrows ‘the ‘cases ‘available for comparison, since there:
is’ usually ‘some ‘factor as discussed above which means:that the:
claim scope will ‘be different in ‘the two ‘countries - for reasons:
,un*r":e'i‘a'te’d"tofthe ainount of ‘exemplification needed. ‘. o
TIo¢ould ‘Asdenble” a number of patents: from my own-company:
where ‘broaderU.S. ‘'‘claims  were -obtained. ' I am: sure that:my:
Japanése -counterparts could 'assemble an:equal number: of cases.
from their patent departments showing. that. narrower U.S. ‘claims
were obtainéd; ‘"'as'“ compared' ‘to'‘the ‘Japanese:claims. . The" fact: of
the “hatter ig, 'these ' studies ‘do ‘not show what happens ‘to “the:
claims when they ‘becone important. - ‘ E ComIame s n )
_ Clearly, uniform patent protection:is:‘not: obta:Lned 4nithe: -
U.S. and Japan; nor is‘there a sufficient degree: of certainty for
appl:l.cants se¢king “to know the scope ©of protect:.on"“‘ they mlght,
obtain‘in the'wvarious countries. EREEERS G BLNEIECL WA R
I shall now turn to the factors alluded toabove which lead
to the  U.8i " practitioners’claim . that’ narrowér protection is

“-wafforded -in- Japan.

st patent

law N
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- physicochemical data . be present. in. order to claim  chemical -
compounds,. assuming that: .one. of cordinary .skill in the art could
actually. :make .the compounds . .from. the descrlptlon riﬁ; the; .
specification.: .. Under. .«Japanese Jlaw, . there must. be 'actualy

physicochemical..data. present in_the. specificatlon at the tlme the:
appligatish is £iled; “or “the -application will-be- rejected as an"‘
incomplete - invention.: In ;the U,S., if the Examiner has a
reasonable basis to doubt that the . teachlngs 1n the Spec1ficatlon:
can . he. used.. to.-prepare .the. compounds . clalmed thereln,_wthe
app11cant may show the Examlner' that the compounds could. bei
prepared from the teachlngs of the speclflcatzon.w, The JPO w111;
hold that. insufficient explanatlon of the, 1nvent10n 1s present 1f¢
there is - -no. phy51cochem1ca1 data -in -the appllcat10n5 and the
specification cannot. be supplemented w1th addit10na1 phy51cochem-;
ical -data, except: under very.limited conditions.® . If additional
physicochemical ., data is , attempted to be. added beyond thesel
limited. condltlons, th1s could ‘be 1nterpreted as changlng the

gist.of -the .invention,.. and the filing date will be. lcst._un,,ﬂ”_w

-Therefore, for. this. reason alone,‘lt is. clear that narrower,
-protection¢isyultimately.obtaineﬂ.inﬁqapan,._.ﬂ |
Doctrine of Equivalents -

+ I-As . noted .above, the Doctrlne of Equlvalents in. the U SJ
allows the patentee to prevent an 1nfringer,frqn makrng&sonethrng,
which performs. substantially :the.same. function in _substantially

4.:-See, e.d., Manual.of Patent:Examining.Procedure, Section 608.01(p)..

Japanese Patent Law Sect1on 36(4)

6. These were set forth 1n a memo prov1ded to the Amerlcan Group
of PIPA at the PFebruary 1984 meeting. Brié&fly, these riileg
indicate that the specification can.be. supplemented if .there is a
reference in the specification to the “¢compound (or a
. "sufficiently analogous” -compound”).. for, which. supplemental -data
is offered; there is actual data in the’ specxflcatlon for an
"adequately- .analogous” .compound; and .there -is no. significant
dlfference between them. : LT P

7eﬁ See, u{Supplement) Obta nlng‘Paten.pklghﬂ“pﬂf
Example 14. ' ‘

=6=
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the same way to obtaln substantlally ‘the' same result.® - As" note:
in * Japan, there ig ‘really " no such thing as va“'doctrine :of"
equlvalents.' Instead, the claims define the outer limits of the
1nventlon, and what a patentee may ‘be ‘able to enforce 'is often’

tlmes apparently narrower than ‘what ‘a“ fazr readlng of ‘the clalmsﬁ
. mlght allow. ' o SR ' SRR TR
7 . Thus,'even if’ the wordlngs of the claims were the gsame in-
the . S.‘ ‘and Japan, ‘it is” llkely ‘that 'a’ narrower “scopé " 'of:
protectlon would be ‘afforded” the clalms to’ the Japanese patent as-
compared to the U s. patent. R : SRS

laws requlre merely ‘that"at the ‘time’ the’ appllcatlon ig flledﬁ
:_one “of ordlnary “gkill in the ‘art” could  'make’“and ™ use ‘tha

inventlcn, “i.e." the “act of fiiing“ﬁa' patent “application ‘is" a

constructlve ‘reductioh to' practice, and thus' no actual compounds:

need be  made in the ‘case of ‘& chiemical - invention; if “ohe of

ordinary skill in the art’cdould still make the ‘compounds from the

teachlngs therein. Thus, truly ”paper patents”;.:

ently ‘teach how to make and useée the’ 1nventlon, ‘are- nonetheless
valld under U.S. patent law.19 SR R T EER NS

‘'Suéh patents would not‘bevalid under ‘Japanese law. “i7

Thus, the difference between a first<to-invent "vs. the

first-to-file system ‘becomes the ‘differénce between. a *first-to-
- teach” vs. "first-to-do” system.. There seems.to.be no need for
this distinction. Under_the_current U.8. first-to-invent system,

‘gatenﬁs, 13 02[2]

e;’*sée'cﬁisﬁmi '
See, ‘&.q. Tanabe §_E£§: at P-_3°'.

‘The Japanese ‘Patent 'office, having ‘a first-to-file systemn;’
also has a requlrement that ‘the: appllcant ‘muist’ ‘demonstrate that’
the 1nventlon was made at’ the ‘time ‘it ‘was filed. ' 'The 'U.8." patent:

ifithey suffici-

C o n__ertain cond;t;ons,
descrlptlon of a compound ] ‘
represent prior art agalnst another party who has actual
physicochemic¢al ‘data. ' See,™ : i Bowler; 1 USPQ- 2d 2076 (BAI
1986)-
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i "f""i'i’iﬁg""'b‘fff‘. “a" complete 'disclosure . with the- U.S. .Patent - and

Trademark Office“is’ one ‘way-to. prove invention,- but. there are

other means ‘6f establishing  inventicn dates, 1i- ‘€., by conception.

coupled with dlllgence toward: an:actual reductlcn to practlce,
and/or ‘the f111ng of the: appllcatlcn.-=~: i

nsinig

' If, 1nstead “EHE Syste T TEE” flrst—to-fllu

ystem; where-the

only act of establishing: a date of:invention -is the act of .filing

an application,” why should-/it:matter: if.'the first filing is a

complete teaching  to .‘one of..ordinary..skill- 1n the art how to

carry out the 1nvent10n, ‘albeit’a ‘teaching- w1thcut a.lot of: data?
Why is it necessary that a large number:.of: compounds. need be made
prior to filing? In fields such as chemistry, it is quite likely
that at least some compounds will need to be synthesized to be
' certain that the conception is valid, since in many chemical
fields, one could not predict a result until the experiment is
carried out. However, once a few examples have been carried out,
one of ordinary skill in the art is likely to understand that a
wide variety of additional compounds could be synthesized, and
why should that inventor not be entitled to a broad scope of
protection?
The So ion

What is the answer? Certainly, if the harmonization efforts

now underway are successful, there will be a more uniform -

treatment of patent claims worldwide. This wmight involve the
U.S. adopting a first-to-file system, and the Japanese adopting
an enablement system similar to 35 USC 112 in the U.S.

What is needed is a realization by all ?ractiticners
worldwide that there are certain aspects of each system which are
less desirable. If the U.S, adopts a first-to-file system, but
maintains its current law under 35 USC 112, wherein the specific-
ation need only teach one of ordinary skill in the art how to
make and use the invention, and not demonstrate that the inven-
tion has been actually made, then what rationale would the JFPO
have for maintaining their practice? Perhaps the JPO could adopt

a system whereby the patent specification would be a means for .

ag-
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teaching ‘one of- ordinary: skill.-in. the;art. how .to carry.out the
invention’ as''in. the 'U:S. -These. two :steps. a;p_ne':_‘pight leadto
more “uniform: patent .protection. in ‘the : U.S. and Japan.... Tﬁgr;é,:
would “remain of course, a. major.concern regarding the scope of
protection afforded to applicants. during . a patent J.nfr:l.ngement '
suit in" court. . Theése:changes would require a great deal more |
thought before ‘they could “he “put: - sinto-.place,. as they. m:.ght
1nvolve major changes in the respectlve jud:.c:.al systems... e
" “The more ' patent ' harmonization: progresses,  the greater
iikelihqod-‘ ‘such’ -changes ' :could be :made, -It..is_  my  hope eggh
barmonization:can be achieved. | -
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PATENT PROTEST SYSTEM.IN .USA, EPC AND. JAPAN _
"= With Focus.upon Reexamlnatlon System in- the Unlted States -

Presented at. PIPA lSth Congress

SR oL

.Japanese . Group, Commlttee No 3 T
- . Yorozu NODA . . - .: Teijin,. lelted -
. YOShlhlkO ABE . ... .:-Ricoh Company, Ltd.ﬁs
-Speaker :Mitsuo TANIGUCHI:. E15a1 .Co., Ltd.:

-'Abstract g : e
We have attempted to make comparlson of the '
‘patent protest systems, that is,”the means for third

party- to: protest.others'.patents, among. . US; EPC and.. .- - -

~ Japan. As a result of our study, we have found the’
" reexamination system in the U.S5. extremely different”
- ,from the counterparts of. EPC and Japan. First p01ntu
is that partlclpatlon of the third party is g
“extremely restricted. ' Secondipoint is®that the
scope. of- evidence for. reexamination is limited. only,
to prlor arts in the form of patents or prlnted
publications. ' In our opinion, thése two points::
=.8hould be.improved in.order for the:third. party to
. fully participate in reexamination proceedings. We'
“would liKe to report here upon the tesult of our-
study and the points to be improved.. e

1.  Introduction:
YT Inthis age’ of sophistication, complexity and ool
diversity of technology and a great flood of technical @i
information, it is extremely difficult for any Patent . .
Office to perform patent ekaminations which: are above
reproach and ‘which 'are fair'in: grantlng patents and c¢laimsi’
1n the 1lght of prior arts. AR S EE R

It ig practlcally impogsible £6r ‘one ‘exaniner to
study -allfhe relevant prior arts within a limited- tlme,
dnd there are’ bound’ tobe facts ‘which ‘may have ‘a

51gn1f1cant-1nfluence~upon‘patentablllty of ‘@‘case .and of «:
which the examiner may not be aware. The fact that a large:
_numbér of ‘US' patents becomé ‘invalidated-ifn the 'infringement:



litigations may very well reflect this aspect. '

" Under ‘the principle ‘of equity; granting patents on!'
inventions which should not have been allowed by nature or
granting defective patents - must ‘be avoided as muchas
posgsible. Supposing that stich ‘a défective patent is
granted, to permlt 1ts ‘continued existence as an exclusive
right is’ in‘itself a 'grave‘disservicé to-the. general
public, it lacks equ1ty,’1nv1tes-chaos in‘society; and is
not compatible with the original intent of the patent
system whlch 1s to contrlbute to 1ndustr1al development.

' In v1ew of the above or the fact that the patent
:r1ght shculd be a presence to keep equ1ty between the
patentee and the general publlc, the general publlc should
_part1c1pate, state oplnlons and 301n in establlshlng truly
“refined patents. 'As:.a means. for. such part1c1pat10n or
_protest they can naturally resort to- 1nva11dat10n or

frevocatlon in. the court Frcm the pclnt of equ1ty as
above—mentloned however, they should be glven a means of
protest Wthh 1s 51mp1e and 1ess t1me- or money—consumlng
at the stage of Patent Office.” ' : RN

In Japan and EPC, there are patent opp051t10n :
systems although the-timing:is different. between the two as
before and .after -the grant of _patent.. In the .Japanese. .
system,. -the public.is invited to join the examination,. to :
point out defects of .examination made by the examiner, . . ..
prevent.defective: patent from issuingl-and,enhanceftheQ,_wp
reliability of a patent right. e et e ._,_' oy

. US: Patent System. is: substantlally dlfferent from
thosewof;Japan:anqiEuropean;countr;es,jand‘the‘means;ﬁor,%&
protesting others!:patents,atutherstage;oﬁ;Batent_Office;§§¢
excessively restricted. . There are indeed the.reexamination

system and the. protest system in: the. IEISSUE patent. .. .. ..
1app11cat10n procedure to which the public may. resort 1n_“m¢

s2i



-llke to_see 1mproved

order to achieve such purpose. As will”be discussed in
deta11 in the next: sectlon, part1C1patlon by the partres is
qulte limited. There are a number of- p01nts whlch we would

We, therefore, have attempted:to make compar1son of
patent protest system, ‘that is, the means for thlrd party
to protest others' ‘patents, among'US EPC and Japan which

jplay the leading toles in the patent world our study

revealed outstandlng dlfference 1n the current system in US

;from those in Japan and Europe.k We,_therefore, would like

~to focus our dlscu551on upon the reexamlnatlon system in

" the US.

The term “Patent Protest System" as used in our

‘h_paper denotes, 1n a w1de sense, a system under whlch one

‘jcan protest the others patents.

2. cOmparlson of Patent Protect System 1n Trllateral (USA ;

EPC_and Japan) : :
In order to fac111tate understandlng of the

"Sltuatlon currently prevalllng ‘in these areas, we have

- _prepared a table’ lnstead of 901ng 1nto -a lengthy

“;”dlscu531on.
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PATENT PROTEST SYSTEMS IN TRILATERAL -

 EPC ‘usa |

! * -
Content |  Japan 3 ;
. | 1
I: Protest Prior to grant{(a)lnformatioﬂ' lInformatlon [' None
at - ! offering, ° :offerlng :” :
Patent x(b)OppOSltlon_ i 1
- Office : ! L
Stage : P e v Do Lol
After grant H Invalldatlon i Opposition - Reexamlnatlon{ Protest against
: ' | trial: Lo o request by i reissue |
! ! ) ¢h1rd party J appllcatlon
£ 1 | )
[ Lo 7 : :
Examination I Inter partes systenm L . l(*l} :
system i {fexcluding® 1nformat10n : L Substantlally ex parte
: offerlng system) L ) :
] i B U ? : o R
. | Evidence :Exten51ve }Exten51ve. :Narrow (*2) ) Extensive'?
I ; ! iy
. | \ ¥ * B )
II: Protest (After grant) IImp0551ble to :Natlonal stage .Pos51b1e to 1nvalldate issued
at i ‘invalidate - _:;P0551b1e to tpatent in District: Court in
Court | yissued patent | iraise” revoca— ‘case of 1nfr1ngement actlon
Stage f : ! ‘tion . - |, - : :
: ;glnvalldldty ke
: ! trial at Courtl.
; 1PateptLOfflceLJ
; “in respective
: :_lgcontractlng "
: 4 -country = ?iif
(*1) Reply is possible only to the flrst ‘statement by the patentee. Patentee alone 1s
allowed the interview. Quite restrictive compared 'to Japan and EPC,"
(*2)

Limited to patent specifications and printed publications.




pP- 5

As is obvious from the.comparison of Japan, Europe . .
and USA, the US system:is-guite unique..in:respect .of the
means of protest:.on others' patents-in the Patent Office . ..
stage;“‘Whiie”there-are two -opportunities: for protest. .

_ reexamlnatlon and ‘reissue. patent appllcatlons, both -are ..

very much restricted.for third parties in making., statements
and :submitting evidence; -this.differentiates the US system
very much from:the opposition systems of .Japan.and . Europe. ..

3. Reexamination and Reissue.Patent ApplicationhSystems
"inUSA.

o Thesreexamination: system ‘Was : flrst 1ntroduced -On.:

July'l,‘1981 and..aims: at-enhancing . the-rellabllltyuof._.a
patents by-re-examining, after:the: -grant.of. patent, . ‘ .
"substantial . new isgues of: patentab111ty" whlch escaped the,
- notice.of ithe examiner.during examination:at:the-Patent.. .-
Office. O©On the other hand, reissue patent application..
system: is®relied-upon-by patentees for.amendment.of.- clalms
after the:.grant.of patent when,: for- instance, they f0und e

the claims were.not. quite-appropriate. -Third parties.are. :
glven ‘opportunities: to:protest: guch application.: = .. ...
Today s.competition: for: technlcal developments in:.

various areas is:quite:fierce;;and it:is guite. natural. thata
one's: technology has-some:sort~of.relatlon-flncludang-.Agu:ﬁ

infringement): to. a third: party's patents more.or dess., L
However, under the current US patent system which. does not...
have such laying-open system as Japan and Europe, a patent
applicationiwhich had:been: kept confidential; suddenly

appears-as a-patent.in: front of-.the:public.after -thes
examination: by ithe:examiner.: In: such,a case, various:,

patentsLWLll;haveato;begp;esented;offlcxa}ly,at;goant;Ln;

the form of litigation for patent invalidation. This dsi.:;-
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quite contrary to Japan or ‘Burope.’
‘ “'As ‘mentioned above, ‘the ‘introduction: of re=
examination system in USA on July 1, 1981 was quite o
epochmaking in the history ‘of the US patentjsyStém;yfFrom5_ 
the viéWpofﬁt:of“fﬁirdTPartiesj:howeVEr;.its~ex-parte{aggg
structure ‘éxcessively restricts participation by third -
parties; thereby ‘placing patentees:at an-advantage.. .Under. -
-this”éYstémfthéré“éréTactually about 200 filings a year - -.
(about 0.3% of the total number of issued pétents per
year), quite below -that anticipated.:'This is very:much:
less than approximately 1,600 opposition filings a-year :in
'EBuropean Pateht Office’ (about10%“of the .total number of
granted ﬁatents5per”Year);”3;000’-“5;000<o§p§sitidn'filingsﬁ
a year in-West Gefmany»(IG'szo%fbf the total: number of: iz ::
'rgraﬁtéd patents per year)i-and 4,000 -:6;000-filings in.: "
Japan (about-10% of - the total" number of- patent publlcat10n5
per year) : : RTINS B o
_ - iThe ptbtéSt*System iinder- the above=mentioned:reissue:
pateht*application;'én:theﬁétherfhand;-is available:to =
third parties for:protesting-the patent: right-only: when:the:
patentee files a reissuie patent application.: The US:Patent:
system is rife: with grave 'problems for. the industrail
sectors” in' that’ the third party:is:overly restricted in . ::
preventing- defectivé patents: from-issuing:i” Improvements
are desired for harmonhization of the:world's:-patent:systems’
.and practlces. R s S

4. Drawbéck%*bf*theVCUrfent.ReEXamination System:. - Lo
We‘COuld“rdughiyEclﬁssify*thé-drawbackssof sthes: v vaos
current”éYstem which ‘aré often pointéd'out'intO'two.uu,&~eg
{1y 7 The system is-’substantially an/ex:parte-system,: that:

“is to say, part1c1pat10n by ‘third- partles igr exce551ve1y~

S limited;:
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I *THe requester ig able to® flle -k 51ngle reply when
the :patentee submits-a’statements but not:when thé::
vk latter doeginot submlt the: same, EE SRR ;hvhumﬂ?:;_

*After the reply by the third party requester, the'
lexamlnatlonw1nxthe:n0rma1wex,partexmannervisvcarrled
‘iouty; and the patentee isﬁgiven‘thenchanées for: «:ln
ﬂlnterv1ews with:: the’ examlner, if necessary, ‘bt not:

worthes third partys requester. B B4

*When the reqiester: is dissatisfied:with the result;
s the patéenteée.can appeal tostheiBoard of: Appeals, ‘but
~not! the third:party ' requéstery. - SEEEE

2(2)7 . The scope-of:evidence for: reexamination is”limited

to the:written prior art.in: the formrof: patents:and printed
publicationsi :~This excludes:other grounds such:as prior
use [35:U0:8:C.-§102(a)}, prior invention [35 U.8.Ci=
§102(g)]; insufficient disclosure [35 U.S.C. §112]; frauds,
and’ so’forth.: Among: them, the isiue of 3530:8:C; ~§112
Cwill ﬁaVevthe~gravest{influehceﬂon the. industrial: sector.
e S ““More’ concretely, it is guite common that:applicants
who are competitors-in the: samé téchnical'fields.file
related: patent-applications-at about:the same' time:-
1f: the prior. applicant:was-allowed unreasonably:broad
claims not:supported bysthe’'description; or unreasonably
broad ' claims which. contain inoperable:.portions, it-creates
a grave problem for the applicant of the later application.
. We. would consider it essential  that:third parties be
given opportunities. torutilize the reexaﬁihation:SYStém:and

to discuss:the validity of-a.patent’ easily;” quickly and~at"
low cost. Since the’clhrrent: US»system has drawbacks asg:
;jﬁﬁwﬁf mentiodoned: above,“we are forced toirely upoh-proceedings at
court to protest: others"patents at’ enormous-financials o
burden. | . - o e oL

i
£
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5. Desired Improvements-to.-US Patent-System:

‘v As-dis clear-from: the: table, the.situation varies’
émong trilateral areas.. . To integrate this system.
completely would require extensgive..changes in the systems
with:long kraditions. ~- i/ wic 0 ooy ot wnopa? ' ' T“;+*f

. . .Howevery;:as: mentioned:above,:the: US system alone is
radlcally different. from:those of:Japan and Europe:.in that
they do-not;provide examlnationubyatheggeneral-publlc in a
real sense. We would like. to:see-the-US-system:approximate

the: systems of:Japan:and:Europe:as much: as possible:
(1) 2/ We-would like:to:reguest:the U.S5..to:create an inter
parte system under:which:the: third:party is.able to
;faprotestnotheré!:patents as.in: the:case-of Japan- and
:Europes-»Additionally: the third party requester:-

: »should-be allowed to:appeal: to:the:Board.of:Appeals:;
'andefarthe; to. the:Court eof Appeals:for:the::Federal;
v:Circuit if he is: dissatisfied with-the decision: made
o by theuexaminer.u;In&other,words;_weﬁwould¢1ikewtb:5
-;requestfthegu.51~tdncreateaaﬁsystem;underwwhich the..
- requester may-participate on equal. footing with the
-patentee:at:the Patent:0ffice stages:iiaguo =40 o
(2) When;such.a system:is created;. the scope:ef-evidence
' -.forireexamination should:substantially:coincide with
hﬁhthOSEuﬁorxinvalidating,thEmpatentSjufoggexample,1atﬂ
»-least. including:contravention:of 35 USC §112:0rn =
.-prior uges’ «i ' '

¢ +=:The present.reexamination:system:can be: 1mproved to
satlsfy the:requirements (1),:{2): above, otherwise-an ;..
opposxtlon‘systemzor-aupatent»1nvalidationasystemﬁsimilarae
to these:of./Japan.and; Europe:’can-be introduced. ;
+Inany:cease; . we; strongly wish:to see, creatlon of Fan

'new system: under ‘which.the public’ 1nspect10n may be
. conducted at the patent offlce stage at a relatlvely_wasaga
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inexpensive; cost.fgu

relevant: reference to: the extent thatﬁthe patent is.,

considered invalidated with.certainty. .. . Gt s B .

On the occasion of the visit by the delegatlon oflw)
Japan Patent Association to US Patent & Trademark Office in
1985, they made a similar proposal. At that time, Mr.
Tegmyer, Assistant Commissioner of USPTO, stated, with
respect to patent opposition system, that "such proposals
made in the past were strongly opposed by the reason that
partiesg not having any interest would be given
opportunities to file oppositions". According to Japan's
experience, such a situation does not warrant concern.

The necessity for strengthening intellectual
properties are being asserted in US and elsewhere, and the
general current is going toward that direction. If we were
to-expect the advent of really pro-patent age, granting the
flawless and equitable right gains all the more importance.
Defective patents bring confusion to the industrial
activities, and we would strongly hope to see the

fulfillment and improvement to the US reexamination systen.

We believe that the implementation of our proposal would
lead to the increased utilization of reexamination and the
decreased burden for the parties concerned, giving truly
fair opportunities to the general public.

6. Conclusion

~ We have compared the current status concerning the
patent protest systems in Japan, Burope and USA, and
focused the points needed to be improved in the
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reexamlnatlon system in USA. We would very'much:like to::.
 see’ theylmprovemﬂnts realized soon. "This adlsosigso™

con51dered very“lmportant from the” standp01nt ‘of
harmonlzatlon ‘of“world-wide patent Eystem. Although the _
subject’ of"thls“paper‘1s*dlscussed'from the stance:rof w0 - L
-Japan; we’ stills remember ‘that -Japanése. current: system: also: '
should be studled for harmonlzatlon. : R

%2 - | |
- N



PIPA Committee No. 4 .
Baltimore Congress 1987

Panel Discussion

HOW..NEW..PRODUCTS ..ARE..DETERMEINED -

TO BE FREE OF INFRINGEMENT

Chairmen : J, Jeffrey Hawley (Eastman Kodak Co.)
Kensuke Norichika (Toshiba Corp.)

Panelists: Warren Kurz (Eastman Kodak Co.)
James Espe {(General Electric Co.}
Hesna Pfeiffer (Merck & Co. Inc.)

Michio Nishi (Sumitomo Electric Ind., Ltd.)
Kunio Hirabayashi (Aishin Seiki Co., Ltd.)
Masahisa Hase (Mitsubishi Petrochemical Co., Ltd.)

Paper Presentation

HOW NEW PRODUCTS ARE DETERMINED
TO BE FREE OF INFRINGEMENT :
- General Procedure in Japanese Company — s+s++++++335

Shin Ando (Kyowa Hakko Kogyo Co., Ltd.)}

Shigemitsu Nakajima (Mitsui Petrochemical Ind., Ltd.)
Susumu Yanagihara (Fujikura Ltd.)

Tetsuya Kondo (Kokusai Denshin Denwa Co,, Ltd.)
Akihide Wakamatsu (Ajinomoto Co., Inc.)

Shiro Kurosaki (Sumitomo Electric Ind., Ltd.)

Hitoshi Kobayashi (Toshiba Corp.)

Takatomi Tanaka {Toray Ind., Inc.)

Kazutaka Yoshida (Fuji Photo Film Co., Ltd.)

Toshio Yamauchi (Kanebo Ltd.)

333






PIPA Committee No. 4

-::"HOW : NEW:PRODUCTS - ARE  DETERMINED. TO: BE.FREE

OF . INFRINGEMENT" . .. ...~

General Procedure in Japanese Company

I;HQHJVJJ‘In developlng and marketlng new productst-a fk
company must be aware of thlrd party patents Wthh mlght_
lead to 1ncreased prlce of new products. If a product
was found to 1nfr1nge a th1rd party patent, marketlng of
the product may, ln the worst 1nstance, have to be sus-‘
pended due to non-avallablllty of a llcense from the o
patentee (eltherbecause of the patentee ] 11censrng h
pollcy or of fallure to reach an agreement because ofiﬁ
unduly severe llcense condrtlons). In other cases; a'Hn
permanent exclu51on order of the US Internatlonal Trade
,Commlsslon under Artlcle 337 of the Custcms Law may be.;
lssued to render productlon and marketlng of the product
lmpOSSlble.A In such cases, the 1nvestments 80 far made
(R & D and equlpment expenses) are not recoverable ' and
an enormous amount or:monetary burdens:may accrue
1nclud1ng lltlgatlons fees.r ‘ o

. In order to av01d such‘graveisltuatlon, carei
1srtaken to watch for relevant patents of others from-;
the stage of development, and measures are taken basedl
on close cooperatlon among researchers, technlcal and

patent personnels as well as outs1de legal and patent

counsels as the need arises.
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CII. HiiFollowingtis ghe discussion concerning  concrete

methods of how new productsican’cledr third party patents.

1. Search

A. Searches conducted before the matter of infringement

'. is r ised

(1) Stage where research and development are started

When the ‘hew product is entlrely new, 1nforma-

tlon on patents, technlchal llterature and market trends
’ related to the R&D theme 13 collected, and analyS1s)M
and evaluatlon of technlcal trends in and out of the '

[ERRE I

country and strength of patents of own company and o

otherslare.conducted w1th cooperatlon from the patent -
,department. On the other hand, 1f the new Product 1S.d,
an 1mprovement of a current product, the search ‘on thé,
1mproved portlon 15 addltlonally conducted and the e
'an31Y515 and evaluatlon so far conducted ‘are rev1eWedrd

Such ana1y51s and evaluatlon are useful in determlnlngu

the dlrectlon of strategles forh R&D, p tent acqulsl—fh

tions, development of a technlque for by pa551ng thlrdf

develOpment”v

Vcarried Out

here R&D

“(2) Stage

Relevant patents and technlcal references are

A
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routinely. collscted by the technical personnels, and .
understanding of; the technical trend, watching (once .
a month) .of development of prosecutions, and filing. .

of ;oppositions are performed. .. ....

(3) Stage of filing patent applicaticns

. »-. Patents which are closest .in.content to the

technology .in question are .picked up .as prior art,

references, :and validity and possible .infringement of -
the patent applications and established:pgpegpsﬂayg%w
reviewed;in.the course of prosecution. When filing ..
patent ;applications .in .a.country. with 99%§%biliti%§;°f
'futu:e¢expo;tatipnvqr_liqensingﬁﬁatylggsgﬂgggﬁgﬁg search

should be.conducted. in addition. .. ....

B. Searches conducted.at.the.time. infringement matters

are brought.up e b

(i} Manual, searches.

(a} Researchers or téchnicalwpg;sonpg}gﬂjhgre;pagggt;
referred to collectively as technical personnels) ih
‘charge of product development, search through the .. .

wwpaﬁent»pubkipatiqns;;g.;9@199mpanyzﬁ%%?;?°¥99ikéﬁtam
third party: patents: which are relevant, -.. ...
Patentmpensonnel§amay_qondugﬁypatﬁntaﬁﬁéﬁ9?ﬁ$;iﬁfthis

T o1-1-] - U SR Rt

(b) Patent publications in.the, technical department file

e T S ST
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include Japanese patent publications, Japanese

pﬁbliﬁhéd“ﬁgéiﬁminéa*apﬁlidatiohé 1Kbk&i)}7and“”9“”1*
occasionally USPs' (DERWENT abstracts (CPI and iz
EPI)). These publications are classified and ‘filad :°

after circulation regularly in the technical depart-

ment,
(c) Patent searches conducted by technical peFsonnels
fblhm@‘ﬁhe*followiﬂg three methods: ‘Any risks of -
oversights ‘aré to - bé ‘dssuméd by the ‘teéhnical or ~
paﬁéﬁt“depértméﬁﬁJ;'“‘". -

*A person who knows the‘technology by heart may be

““able to sSeléct relevant patents through intuition.

%A’ technical ‘personnel conducts the searéh based *
on the data base or paféﬁﬁ map which -the technical -
department.traditionally prepares.

“¥A technical pérsonnél -in’ charge of patent matters
may act as a leader for conducting sSearches.

{(d) Systematic patent searches on US patentsiare conducted

| using the sub-class list. ~ 7o

(ii) éééféhéélby computer retrieval oot
(a)” PATOLIS ‘search on Jipanese publications and Japanese
published unexamined applicationg (Kokai) by TIPC):

““ keywords, ‘etc, is"relied on to’ obtain relevant '

‘patents. In determining IPC classes, etc., €echnical

" reports obtained by the ‘technical personnelsand

new product information. obtained by marketing
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H_personnels w1ll be taken 1nto con51derat10n.

(b) By analy21ng the full spec1f1cat10ns of the relevant
_patents thus obtalned by computer retrleval, patents

which may be infrlnged w111 be plcked up ]01ntly

h_ﬂby the patent and technlcal personnels.l
‘{c).For searches of forelgn patents such asHUSPs,‘data
. bases such as QASr;P¥AL0G,(QP&¥M$ or;WP;};are‘used-
to pick up relevant patents based on USTclaeees

... and keywords. =

2, Infrlngement Study

}1)H‘,_‘ Relevant patents on‘lmproued products whlch
;!have been plcked up 1n the prellmlnary search are studied,
reviewed, and classified into following groups by
technical and patent personnels;.and counterheaeures.
‘for each_group-are formulated. - h
(2) Patents which are judged not heing_pract;cedwgnoﬁf
infringement) | R tu .p'”-‘; e
(B). Patents which are quite difficult to judge whether
they are Praetice@,PH:PQtktieﬁr%égeeeﬁt.érmnew,,,,
;1nfr1ngement) -

(c[wpatents whlch are judged as p0551b1y problematlc_

'%:(90551ble 1nfr1ngement)

(2)° . .Following countermeasures are further takenlri

for the patents as above cla551f1ed.

(1) Conflrmatlon emo. lS prepared for the patents o

classified under (a).
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(11) Bases for judglng a patent ‘as not’ belng practlced

?should be summarlzed, and expert oplnlons of the'r
-%fout51de patent attorney and/or lawyer should be sought
" 4s to the valldlty of allegatlons. “Opinions oF the
attorney at law’ should be partlcularly sought for
'ﬁﬁlnterpretatlon of us patents.:”Any dOubt c0ncern1ng
U the valldlty of patents “should be resolved in the
‘51m11ar manner.'hm R A
(iii) Measures similar to (ii) above shouiéﬁbettahen;for
patents classified under (c). 1In this case, the

opinion- of several experts'may be sought ‘on one

””Eﬁ%jéééf“ Tn app01nt1ng patent attorney or attorney
J?ﬁat law in seeklng such serv1ces, caré’ should be pald
to thelr spec1allzed flelds (technlcal areas, lltl—
:Hgatlons). o ” o e \
3. External :'Negoeia’.ei'&ﬁfs
_(1) De01d1ng on the pollcy
e Based on the above 1nterpretatlon ‘of “the’ rlght,
a patent whlch is problematlc or that whlch-ls llkely to
cause problems is rev1ewed by conSLderlng the'market—
ablllty of the product lnvolved 1nclud1ng the patentee’:

and antlclpated license fees, and the person respon51ble

for the product w111 flnally dec1de on the need for

P o

i obtalnlng ‘a license based on the above mentloned expert

oplnlons.é In dec1d1ng whether to acqulre the llcense

340
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or not, the decision is made to take legal actions. (patent
invalidation trials, re-examinations) on any patents for .
which, invalidation may be asserted by considering the

- market scope of the product in question, .

{2);Negotiation . ... . .:
-.NMWhenﬁacqni£$ngmﬂﬁ}iee¥§%aQEh?;ﬁeadﬁOF the . .=

department.in charge: of negotiation shall propose.in. .

wWE ltlngto the .patentee forallcense,anddemandpre- ol |

sentation of license conditions. .The license conditions .

presented by the patentee shall be studied by the person
responsible for the product a@dﬁ?h?&§9???§??n?win<  '
charge of negotiations who will decide on counter =
Jproposals.. Ne gOt 1at10n Wlth the Pat entee for IIE:LtJ.ga tlon
éﬁu%iq%QSQ;CQP@i#iQH$ﬁSh€llrP%;???Figﬁgo?Ewbééquﬁn such .
éoun@eé59nqpqsalsz::%@Y%GEé;§r9W the legal counsel %#%f‘«
sought, ;1f necessary, in proceeding with th9;9%993%42203p
(such as on rel%!%%?%;WiththeuCQn?E??£E§¥;l%W§ as the .

Patent Law,.Anti-Monopoly Law, etc.). .

R A )

(3) .Conclusion 9# agreement. . ..
The person responsible. for. the product shall
. make.the final decision to acquire the license based
on the final license conditions proposed by the patentee,

and ‘the agreement shall be,ggng;yggda;fﬁthg;ligggggwis

to be acquired. On the other hand, if the decision not .
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‘to’ obtain license is made, marketing of the relevant’
prd&h¢t25hail be placed in abeyance until the patent -
expires, or research on the technology which does not =

infringe said Patent’Will'be'coﬁductea;”*

III. There is an equally important situation which' is
differéhf'ficﬁ”fhé cases ‘discussed above wheré measures
for third party patents may bé taken béfore marketing '

the product. ~‘The case involves a letter of warningon

' infringement by ‘the product.

A letter of warning ‘may ‘arrive by certified

" mail one daY'@ﬁiie"éﬁddéhlﬁl“'Onéishou163keep Célm*ahaw:J

take necessary steps £o ‘deal ‘with such ‘a letter. This ig
be&édée'fﬂé:péfeﬁééé‘méﬁréfftiﬁés resort t6 “such ‘a ‘meéasire
méféiy'ﬁbidbééréé:ihé:rééétiahLOf7£hefieéi§iéﬁt;”éTtﬁéugh
he ﬁé?.étﬁdﬁﬁér‘ﬁiﬁéswﬁé in ‘possession ofiﬁhéﬂéﬁidéncef’*
off{ﬁfffnééﬁehff'fﬁ§6h5féééiptjfoné nust, ‘First 'of -all; -
ascertain the true intent of thé patentee. -

The followings are possible actions whidh may be
taken in such situation.
(a) Review the relation (infringement) of ﬁHéTpibdﬁét5lf

"'ind the patent discudsed in‘the warning. -

(b) Iﬂ'Eﬁe*faaetéf'ﬁésSiblé“inffihgéﬁéﬁfi éfséérChithbegh

'publications should ‘be made and validity-of thet’ v

R oo o g e G piping

“patént should be Teviewed. = "

(c) “Opinions of a patent attorney or lawyer’ should be =~
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sought on infringement and validity of the patent.
(d) Based on the result of the study by éounsel,

countermeasures (such as acquiring license) are

determined.

(e) Negotiation ﬁifh the patenﬁee (patéﬁt discﬁééiéﬁ;
‘bargaining for conditions),

A letter of-warning usually specifiés the date
for response. If there is no infringement, a response to.
that effect will suffice, but‘if sufficient time is needed..
for study, a response written in good féith explaining-ther'
de;ay should be sent.

In Japan a letter of warning may at times

trigger directly or indirectly a company to take actions

for invalidating a patent already registered.
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