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sReport on 1982 PIPA Activities '

Delivered: by Mri. Toshiya Hiraoka,
President of the Japanese Group,
October 19, 1983, Washington, 'D.C. i~
Ohayo Gozaimasu. Good morn]ng, distlnguished guests and
'members of the Pac1f1c Industrial Property Assocxation. It is
a great honor for me, and all members of the Japanese delegation,

to attend thlS léth Internatlonal Congress here in the capital

of the Unlted States of America On behalf of the Japanese

group, I would like to extend warm greetings to our American.
ﬂfrlends ‘

Cogd

We appreciate the gobd taste of the American group in

ichoos1ng the conference room of L' Enfant Plaza Hotel for this

_Congress, and are 1mpressed by the fact that L Enfant Plaza was

N

constructed as a master plan of the style and functlon that

crystalllze the spirlt of Pierre L Enfant s dream for the capltal

"Bofﬁ'iﬂ‘i97o, the Pac1f1c Industrial Property Assoc1at10n

has since made a considerable contribution, from Various stand-
points, on both sides of the Pacific. Needless to say, these

'.contrlbutions have been achieved by the efforts of all members

“present I would llke touexpress my spec1al appreciatlon to the

senior members of PIPA for their COHtlﬂUlng endeavors.i

The 13th International Congress of PIPA, which was held at

Port Island in Kobe last year from the 3rd to the 5th of November,




was attended by well over 120 representatives from both the
U.S5. and Japan. _Each and .every: subject presented was very

interesting and informative.tfr
Now, about the PIPA activities during the past year, 1982.

N Concerning PIPA ewards, Mr..Doneld Benner‘beoame the second
recipient of the PIPA award at 1ast year s Kobe CongresS.i It is
with great pleasure that I can introduce this year 8 awardee, _ “
;”Mr. E. W Adams; Jr., for his outstanding activities in furthering
international cocoperation in the industrial property field. Mr.

Adams will be awarded during this Washington Congress. '

Legislation for a Patent Law in the People 5 Republiclofrt;;
China is presently of great concern to us. A PIPA Position Paoer
 was presented by the two groups for submi551on te the proper‘“““

authorities in the People s Republic of China.- Ve sincerely hope
.thet the law will be both beneficial to them and acceptable to

other countries in the world as well.

At this point, I would also like to express our spec1al
appreciation for the valuable report regarding the JDint government—

industry team visit to Taiwan and Korea in March 1982 The'

interesting 1nformation we gained from the American group has

Hwb_e “ome a great asse_t to the Japanese group.




guvixThe :PIPA~Conclliation System, which®was. establishedin
1975, hds not.yet been putﬁinto-abtual:use;“-However;’fhe”l?vb
American‘dnd Japanese: .sides recently: renewed: the Panel of:v::h
Conclljators by respéctively assigning five American:and:seven
Japanese conciliatorsi:i:I'am:sure theyrare:ready to- take: action

) whenever necessary.

About a month:ago, PIPA's preéesident, Mr. Jorda,: received:a
formal letter of invitation from Mr. Wakasugi, Director éeﬁeral
of the Japanese:Patent Office, concerning a team visit by

-patent-related leaders of U.S5. enterprises to the Japanese
Patent Office. Mr. Wakasugi delegated selection of the team
members completely to Mr. Jorda with the idea that such a visit.
to the JPO would be a great opportunity for.a dialogue and the

maintenance of good inter-nation relations.

.At the Joint Governors Meeting held right after the Kobe
Congress last year, a mutual understanding was reached on adopting
a panel discuseion system for certain subjects during the Congfess.
The theme of the discussion at the Washingfon Congress will be
“"Evaluation of Inventions" and "Basis for Detérmining Royalties
in Patent and Know-How Licenses". 1 am looking forward teo the
many informative presentations and interesting discuésions that

should be forthcoming on the subject.




erthhomas;I.rOﬂBrienwwaswpresidentcof:the%AmericanTgroup
;uringﬁthe:yeare1931-19825andrservedfas president :0f the whole
" Association .in:1981. - On:behalf of all members of PIPA,.I wish
VtowexpreSSﬁour:great:app;eciation tonr;ﬁoiBrien,férchis;a;nni

seontributions to-the.world's patent:field:- .-

It is with great pleasure that I present you with this
s eertificatesand. gifit as . astoken of.out gratitute.

R Y T T N S I I

Thank* yhuz el




Karl F. Jorda
l4th PIPA Congress
October 19, 1983

{(Final Text)

" KEYNOTE-ADDRESS

Shortly after I entered the patent fleld 1n 1957 the.famous“uyk
(1nfamous°) "Melman Report"rcame out and I became concerned about
the future of the Patent System and a patent career. Professor o
VMelman had rev1ewed the Patent System for the U S Congress as had a
:Professor Machlup and both came down hard on the Patent System, to -
say the least._‘v;:' ' . A | R

Professor Melman answered the questlon.whether the Patent System
still fuifllled the Constltutronal purpose of promotlng SC1ence o
and the useful arts,rln the negatlve and added that 1n the futuregrﬁ
“the main 1mpetus for promotlon of science and the useful arts w1ll
come, not from the patent system, but:from: forces and factors that
lie out51de that system."* (S Meiman,f“The Impact of the Patent

System on Research"f U S. Senate Study No..ll Washlngton, Government

Printing Offlce (1958) p. 62)

And Professor Machlup s: oft—quoted conc1u51on.~:

“If we did not have a patent system,
it would be irresponsible, on the basis .
of our present knowledge:of its: economic: .
consequences, to recommend instituting
one. But since-:we:have had! a patent

sy§ten for-a-long-timej;~it-would-be--irre=
sponsible, on the basis of our present

. knowledge, to recommend abolishing it."
{(F. Machklup, "An Economic Review of the
Patent System," U.S. Senate S5Study No. 15
Washington, Government Printing Office
(1958) p. 80.)




But the Patent System has survived Professors Melman and

Machlup and other 1ike~mindedgeritics,and is going strong indeed.

Criticism of the Patent System, certainly from economists’ quarters

in industralized countries, has become much less strident and

acrlmonlous though it has not completely sub51ded.
stuales of and proposals for alternatlves to patents as

1ncent1ves were made tlme and agaln but agaln the Patent System sur-

vlved them as, in the flnal ana1y51s, the very best and most v1able

'tlme honored alternatlve 1tself For 1nstance, another Congress;onal
Study by Glllflllan (“Inventlon and the Patent System" Joint )
-Economlc Commlttee, Washlngton, Government Prlntlng Offlce, 1964)

which the author ambltlously called a "flrst‘appralsal" of the

Patent System, 1dent1f1ed "15 or so rlval 1nst1tutlons" and

proposed addltlonal ones, in partlcular a new 1nst1tutlon which'””

"would avoid-almost all the shortcomings-. ::
of the existing systems, and support inven-
tion much better than ever before,-with
unlimited funds, and guidance for social
twelfare, ‘'yet with:direction by businessmen, -
through licensed, nonmonopolistic, semi-.
public trade assoclationsy which:would~-"%:i
acqulre universal membership through
gaining control:of alligood:patents, through
being granted them on better terms than to
non—cooperating inventors."_(P. 9)

But it is noteworthy that even thls proposed "new 1nst1tutlon

is

» based on patents and 1nvolves patent pools

1
!‘.
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i
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Mr. George Frost also scrutinized the various alternatives
and flndlng them wantlng concluded that 1t is "exceedlngly douotful
that. .. lntense research and new product competltlon would contlnue.
in the absence of a patent system" and that "patent system 1ncen-rhﬁ
tives will have an 1mportant place in stlmulatlng bu51ness co

enterprlse to create technology and - perhaps ‘more 1mportant

o,

- to apply it.m ("Patents & Progress" Rlchard D. Irwrn,
inc., Homewood, IllanlS, 19o5, p 84} V nc1dentally, Frost had

prev10usly authored Senate StUdY NO 2 on "The Patent SYStem B

and the Modern hconomy" (Washlngton, Government Prlntlng Offlce,
'1957) and in it he stated - Wthh is as valld today as 1t was
then ~ that
"It ought not to be necessary
endlessly to-defend'thewpatent:SYStem
against the stigma of 'monopoly,' when
it is in-faet: a: source. of competition. -’
It should not be assumed that every time
-~ ansexcuse® 5 found: tor invalidatea patenti,
competition somehow necessarily benefits.
It ought not to be necessary:to: indulge '
in endless argument over whether the
patent  laws: or ‘the antitrusti:laws:-ought °
to prevail when both serve the same end
of maintaining competition and we should
be looking for ways to make both more
effective:™ (P77 PR SR

Most.recently, Prof. Dr. Carlos Fernandez Novoa of Santiago
da Compostela, in the book "Hacia Un Nuevo Sistema de Patentes®

'-{Editorial Montecorvo, S.A. 1982} has dealt with and rejected

w-ghternative-systems,..notably..a..governmental monetary award system.

" el Sistema de Patentes es el Unico sistema de incentivar la
investigacidn technoldgica que es conciliable con el sistema de

economia de mercado." {(P. 32}




;_'In-addltlon to con51derable.crltlc1sm of-the Patent Pystem
on theVoart of economlsts, complalnts were the order of the day
that the Patent System had really never been studled 1n depth to
answer such questlons as whether the economlc beneflts derlved
~ from the Patent System outwelghed 1ts costs;' However,.ln more . } _
recent tlmes emplrlcal studles and mathematlcal models have been-‘ﬁ N
made and have prov1ded prev1ously—absent ev1dence regardlng the |
economlc value ot patents ‘ A falrly recent double 1ssue ot the
) Quarterly Journal of the Amerlcan Patent Law A55001at10n on, thelli.
nEconomlcs and the Patent System (VD;‘.lOP Nos. l and 2 1982) 15 f:ﬁ
"must readlng in thls respect.m‘\“l‘:qi.-r e -

Accordingly, it can now be stated confldently that patents

1) do promote the 1nnovatlon process, ;h~‘-“"

2) do fac1lltate_llcen51ng and technology transfer,

3) do have a great 1mpact on research by dlssemlnatlng infor-

mation on advances 1n technology,

4) do encourage hlgh rlsk 1nvestments Wthh lead to industriali-

zation, and

5) do have a significant influence:oneconomic:progress.

10




What*kind'ofxpatentiprotectionywi%l‘provide,the,g;ga¢es;ﬂ;xﬁj‘
incentives  for
z:n 1) /domesticiresearch and,deyelppment wi;h_gheﬁa%mtﬂsa
to achieve usefuliinnoevationsy.. .
oo2)-productive sinvestments :and thus @conomic,pzogresg;,¢

s3yginternatiohalwtechnology transfer often coupled.with

investment ventures? : - I.submit. that it will not.be a patent system.
which iswoverlyyrestrictive;in‘terms:pf;patentable;subject;mattef

andpatent durdtion,:@on:the-one hand, and.overly liberal.in terms .-

of compulsoery licenses, forfeitures;, and other:sanctions for -non-
.workihgr”oﬁ¥the7otherfhand%ﬁaj | |

“iri Rather, ‘itiwill be ‘a patent system that provides-patent:pro-
tection fbriﬁhehwidestascdpe'ofﬁsubject,matterﬂcatego;ieﬁ ESP@qu;Lg
in newﬂaﬁdﬂexplbding:fiéldS'of&technoigy:including;softwéxe and in:.
theufield*ofibhemistry;ﬁnot*onlyamanufacturing-processes but -also.uses
andféﬁﬁiiéétfbﬁéf‘doﬁpositidhé”ﬁnd:formulétions}Wlivingforgani~~uﬁtiu
isms and, most importantly, chemiCéI*éubﬁtéhééS“or!Compbundsiygg*ﬁg;
Patent prbfection“fbf processes “of ‘manufacturing chemicals®is’"

inadéquate éven with thé legal safeguard of ‘the reversal 6f the ' o

burden of proof because it is so ‘easily cirdumvented and bedause -

it places emphasis oni"'the ‘development’ of new processes to make " il

known" products - rather EHan Eynthes W S UbS FANCE § it i

11




TTaddition te pending

It will also be a patent law that does not envisage sanctions
for non-working in any form or only under very special circum-
‘stances! ‘PrdViéidnS*fdr*éoméﬁISOryJekclusive licenses and fori
premature forfeiture or fevocation as remedies for non-working-as-. :
per receit proposals for revisioni of the Paris: Convention are
especially abhorrent and.repugnant and’counterproductive. = Such =
a pateﬁt;ldw:will“élsc pfdvideﬂfbr“éﬁficfeﬁt:prdsecutiongprocedures
and- counténance effectiveand prompt enforcement of patent rights |
against iﬁffingemeﬁt”ihcluding5alsdfcohtributory:infringementq.pxw<‘

©- Purthérmore, ‘a patent system that provideés adequdte incentives.
for ‘résearch and'development; investments and:technology transfer, .
.-is cne' that is netiniggardly when it:comes. to the duration.or . ..
life of a patent, that is to say,rone that will provide more, ..
or ideallyﬁmﬁch*more}ﬁtﬁanffifteen-years,:rather_than-lesst;_Eive—
_yéér terms as’ existinow:insome national-laws are completely :in~-: ..
adéquate as’ an ‘incentive mechanism - even: if ithey -are extendible. ..
”?f6r5anbthef five-year period: because extension possibilities -are .. .-
narrowly:circumscribed. . And wasn't there a recent enactment of a
one-year ‘patent .term.in Costa Rica?l. ..

| As. regards. patent term, I.personally. feel that a 25zyear ... .-

patent . life would be [lmore like-it". -In fact; a legislative pro-.. -

posal for such a term across the board is now. being: readied for... .

introduetion. in, the U.S., Congress,, This is apart from:or-in.

"Pdatent. Term Restoration’:bills:which -would.

“extend the term of a patent for up to seven years to compensate
" for the delay caused by governmental premarketing and regulatory
review requirements which is a serious problem in the pharmaceutical

and pesticide industries.

12




“'Some' inventor ‘groups ‘dre interested in enlargingthe period:
of patent protection to 25 years because ‘nearly everyone possessing’
rights under patents “is ‘éxperiéncing diffidulties iﬁ-cbmmefcialiZing
invenﬁions. :Andiindhstry'spokéSmen&alsd”have&sﬁartédfadvb?atihgi25ft
V'Qeérs terms. ~For instance, ‘at’the LES Interhational ‘Conferernce in: =/
San Francisco last Octobéﬁ}‘Fredﬁﬁartly;fchairﬁan»df Union 0il Company,

made the following plea: -

"The tlme has come to seek longer )
+ Life-'on patents that protect ma551ve,M
long lead-time investments in all
“iindustries. We”Sée'EOday'ih'refinihg'””“*7*
and petro-chemical plant prOJect delays i
of up to five years and ‘more ‘for environ- ' Y
mental permits, construction lead times of
‘three to five years and commitment 'delays  °
caused by patent interferences. Those
it factors~can be beyond: our’ contrsl and |
can easlly consume half or more of a
" patent's usefiul Iife:s" 77 70

13




In his.oral presentation,. as I-pecall.it,-he:.suggested . "for starters"
an ;increase-from 17 to :25 years". .
.. An faet, it is interesting:that voices.are 'starting to. be.

heard,thatftheylife‘of_a»patentfactually\shoqLd‘endhre_for at .-

least fifty.years. . See W. SchickéndanzﬁsﬂAre»EQ_YearS;of_Baﬁent,~;w=

MProtectlon Bnough?™, .GRUR,..Sept. 1980, -p:: B28; 7. Haffner, . "The:
Short Patent Life - An Injustice and Block to .Innovatdion...™

PERFORMING ARTS REVIEW 9, 1979 P- 389 and M. Elphlck "Patent Laws

d Are Behind the. Tlmes ELECTRONIC DESIGN 6 March 15, 1979, p. 75.

Thelr argumentsr'f' ,re that many 1nven 1ons, especially

ploneerlng 1rventlons e ahead of thelr tlme and become commercial

only after patent explramlon and the dlstlnctlons between artistic

creatlon and sc1ent1f1c 1nvent10n are becomlng blurred and hence

inventors are belng dlscrlmlnated agalnst Vis-ar v1s authors.

14




There are favorable tendenc1es at work Thlngs are looklng up,r

1ndeed._ The Patent System 15 becomlng stronger and healthler. The

note of peSSlmlsm on Wthh I started has by now turned 1nto a hlgh

note of optlmlsm
A favorable turn of events, 1f not reversal, may also be in the

cards as far as the Third World and their 1ndustr1a1 property and

- transfer ‘'of technology systems ‘are concerned. Here the ‘crisis situ-

ation we have' faced’ forimany’years now may ‘éasé up and be ‘turnéd’
around hopefully in~the¥heafefﬁture:due:to”theiphéﬁoméneﬁ7bf-feﬁéfse
technology transfer and:the growth of trie MNC'S. " |

‘A new'stage has been’ reached where some developing nations have
already become "developed" nations in ‘the ‘sehse that: they have beceme
technology exporters. 'In’ §omé countries -and notably ‘latin American’
countries,. such:--as; ;in particular;.Argentina,"BraziluandiMexicb*thfs
has .already, reached. very pronocunced proportions.. Mexicois the. :::
best exemple,onethn find. in.this regard but of universal.validity.. .

Hexico is still classified as :a developing country. and insofar
as the development, of.truly new products is concerned, e.g., synthesis
of new chemipe}g, ;t qertaig}y‘dqeshnpt"come elqse‘tolthe majqr
European count;ies:or:qqgen‘ot'the:UesfftHoweve;f‘Mex;qo W%thu;vé'

doubt hasﬁeome‘a very long way as regards technological progess. .

15




-10-

Mexico has already sound technology of 1ts own in such
flelds as agrlcultural 1nfrastructure as well as such 1ndustr1es as
petroleum, beer,rcement, glass, steel and others 1nclud1ng some in
chemlcal areas. .What is more,'a full f1edged campalgn has been under
way in Mexico to export "home-grown know-how". (See Bualnesa Week;”
August 30, 1977 'pﬂ'dd.jd" R |

.F-_Or .instance,.the HYLSA .process for direct reduction ;.

'~ in steel making, which was-developed by Hojalata y Lamina, .the . ..

larqest private. steel. company. ; iin Mexico,-was first sold teo:
Brazil in 1969 and-haSgslnco'also,been:bought.by-Venezuela.ggz~«~
imhq:tachnplpgy;pEMEX .invented . by PEMEX the.state 0il monopoly,
T}n:oxder to.extract metals. from crude:petroleum-during tho :Leis
:Qﬁininggpxocesa;ahas.been:soldrto~ECOPETROL,;the-state-
Petroleum company: of Columbia:as well sas:to Jamaical: The:: ¢
method! CORTINA ‘to reinforce; steel tstructures’ is- used inColumbia:
and’ Venezuela. “And Peruand ‘Af¥gentiria‘have bought the CUSYE
'pfbcéss;'& methéd develsped by the Bufété Industrial for ths
“ mantifacture ‘of ‘Paper pulp. = Latély, ‘Mexican tachnology haé;
also béeﬁffoﬁnd}oﬁtéido'of.Latiﬁ:éﬁefioa;" Steel olaﬁ{a:ﬁhicﬁ
1ncorporate ‘the HYLSA process are belng constructed in Ilan,
Irak, Indoneela ‘and zZambia. The CORTIhA technology has bgan'hgun

bought by Saudia arabia to be used in projects of the Depart-

—Renit--of-Housing,and-the -DEMEX -process--is..even-being.-used.in..
‘the United States in an expansion ¢f a wmulti-million dollerx

refinery in Coxpus Christi, Texas.

16
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:..-Mexico has.also developed a hydrometallurgical process of its... ..
own. to make copper.electrolytically. It went :into. .the pilot plant stage,
~in 1977.in Baja, California . to produce 10 metric tons/day and later... ..
9f000 m.t./year.  And by now this p¥QCE$S.haS-been«e¥99¥26d;-r_;._«
.It.is.also.very interesting.to note, that there has been a drive ..
in Brazil not only tQ:eXPQFtﬁQOQdé_but-3159J apdfmprg.fecgngly{htqwﬁgu 
export less sophisticated technology.or to re-export. technology adapted
to the_._-co.r_,lc'!-‘i_t_i'on‘s.Q_J’_;'__._;:L.de_;;ve}.op_in_g.,c__oulj;t;;:y;tg_:}_,jrc,t_:)ur‘li;rig_?s.._\«_\rlj:i:gh_;_.%‘;_gn:*(‘:\r,}..113(;)'_*1;.,{x__=
yet.reached. the industrial level of Brazil, such as, Arabic, African. ..

and some of the other Latin American countries. INTERBRAS, has trans-.

fered teghnology“involyed;in;abpgt 30.projects . from Brazil.to.such,. .
other countries including, for .instance, two ceramics plants in
Nigeria,

| In this connection.it:is also very ipteregting:indeeéhﬂ
that truly multinational. companies.already. exist in Latin.America.and. .
have been emerging; from develcping;¢ountries—in general for .some. . ..
time now asrdiscussed.in a recent Harvard Business . Review.article .. ...
- (See:David Heenan et al., "The .rise of .third world multinationals¥, . .

Harvard Business Review, January-February 1979, pp..101-109).. ... .

- This is just an illustration. and possibly.only the tip of .an. .
iceberg.. . .But. these are not isolated instances; it is.becoming a..

Jpattern, a .systematic practice .and a logical development.  This

ought to be kept in mind for the sake of objectivity and.perspective, . .

e — I-don't.think there is a clearcut division or gulf or dichotomy be-

tween developed and. developing countries.: From the point of view of
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technoldgy trahsfe¥ it“is a’ dynamic eéver-changing picture!” The ‘pdint
can’be made’ and this should be born in mind?that with' respect to the’
Code “of “Conduct and restrictionhs ih Technology Transfer:agteements,
the "chickens may come home to’ rGost™ © (as we'say in the United
gtates) 'té the'developing countries Wﬁeh”théyTEﬁartﬁto“expoft*fech—
nology ‘and ‘practice’ekport of"téchhology” thémselves: .
“esltTH EHis Tegard  itwas mo&t interesting to'hear alsoiat the-
Syﬁdén?“ﬁﬁsﬁédﬁfeféﬁCé}'thafrthéjéwitch*from'&eﬁelopinQ“toidévélopéd
counitriés'which'is fa&t coming’ about also in Asian/Pacific countries ©
sﬁéh’éﬁ Korea; Tdiwan, Singapore) ié'ﬁékiﬁg place withouttany resort
to suth’restrictive practices as are prevalent 'in’ Latin'Americar”

Resﬁfiéﬁivé*pétéht'poliéies‘are:iﬁdeed'unfOftuhaté BecauSé‘paﬁeﬁts
are an important element in stimulating the working of new and useful <
inventions ‘and of complementary Know-how, andJéohsequéntIy,*fééibitate
andincreéasé téchnology transferi  Theteforé,” strong rathér than weak: -
‘national“patert laws’in developing countries are, under cost/benefit i
_evaluaﬁidﬁéj”the best' methdd  of ‘contributing to-an increased-inflow ‘of -
desired 4nd suitablé tec¢hnology and know-how for' the ‘benéfit &f industrial
énd agricultural progress.

While favorable  tendencies ars at work, there is a“lot yet to be
done and PiPA*és'ahfofganizétion?énd‘We-aé'iﬁdividUai“PIEA*members,1”“'
have to &ontinue our efforts-to help Shapé*éhd'ééfénéthéﬁ‘patént*syﬁtems

around the globe.

‘Goseichoarigato gozaimashita
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“'THE PACIFIC INDUSTRIAL" PROPERTY ASSOCIATION: 1: %

address: to thé'1l4th International Congress. '
Of the Pacific Industrial Propertyv -Association -« .. .
Washlngton D C., October 19, 1983

By the Honorary Chalrman-f‘

"MICHAEL JAHARIS}‘JR;H

Tt'is‘a’g eat “honor" for me © to accept your appolntmeno ‘al

Honorary “Chairman - for: the! Fourteenth - Annual:. Congress of" the

Pacific' Industrial  Property “Association.’ My’ ‘company, - 'Key
Pharmaceuticals,” “Inc., hasrbeen‘builtswith*industrial'prdperty
rights as a cornerstone. We have recognized the importance of
¢iose understanding and cooperation between' Japan and the ‘United

. Stateés.’ ‘It is 'my hopé that my countrymen will benefit from Key's:
example”ahd'thatithe delegates of 'this Congress wiil ‘beable to

. use”'Key as an example ' fof "your management to¢ ‘show-the benefits

" and- lmportance of better lnternatlonal understandlnq Detweer our

countrles .

f'Edrlierithis year, your government kindly ‘invited to  Tokyo
_our "V Ccémmissioner of @ Patéents ~and - Trademarks, - Gerald: Ji
‘Mossinghoff. - I 'am delighted  that *just this week;  the' Director
General of the Japanese ~ Patent 'Office, the  Hon. Kazuo Wakasugi,

* ‘Prdsident and . CEQ, Key Pharmaceuticals,; Inc.,: Miami, Fliorida.

jAfter;workrng in the field of industrial property. protecticn
. for a major multinational healith. care.. concern. (nveqtualLv
. becoming a senior Vice-President), Mr, Jaharis in lﬂ:T to=-
_.gether with DPr. Philip Frost) acquired a then small- drug
_ hogéeg;todav the M*aml-based health care concern, Key Podrma~
“ceutitals, Inc., whlch “has~in substantlal measure grown’ tc~its
‘present - $§100,000,000 " year ‘size ' -tHrough--its -international

Iicensing of proprletary ‘g E¢TVGIY systems. Despl e ﬂlS

P management rresponsibilitiesd Pre

- xQfficern of Key; . Mr. Jaharis contimies to aotlvelv_lead_llcerf

.-sing _discussions . and .be -involved..in patent. procurement
matters. ' P ' T D
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is in the United States to accept our invitation for cooperative
discussions. The trilateral meeting, alsc including President
Van Bentham:of the European' Patent: Qffice, marks .an historic
evolution codifying cooperative efforts amongst the leaders of
the industrial property world on this one hundredth anniversary
of the Paris Convention, and just two . years before +the hundredth
anniversary. of the Japanese patent system. ; - :

PIPA has already been recognlzed in the patent field as an
important international erganization..  During: the Administrations
of the two chief government officers for patents in our cocun-
" tries, international cooperation: has -been..greatly strengthened.
Both Director General Wakasugi and Commissioner Mossinghoff must
be congratulated on their efforts to cocoperate in understanding
and avoidance of problems:; their historic trilateral meeting just
this: week with their counterpart.from.the. European Patent QOffice,

Mr.: Van Bentham,  may well be .locked: upon years hence -as an- his-
toric formalization of . the. cooperation.between the three;:most;

lmportant patent-qrantlng organlzatlons in the world.

T;g Essentlal to contlnued cooperatlon +in thls age of hlgh:
technology is- closer ‘and -better understanding.between the governs=

ments -and.industries..of our -two -countries.. Without understand-
ings  built ~upon.deep study:.and. personal:friendships, we face a

danger -of .restrictions. on. technelogy-transfer which would threat—
en the free spread of technology to better mankind. I am. parti-

cularly pleased to see the efforts of PIPA to bridge the gaps
between our. two societies, and-note the. friendships between: PIPA
members. across the -Pacific which ge-a. long:way to building brid-

~ges..of friendship and.cooperaticn which are necessary . to avoid
" the.threats of ‘restrictive legislation..- Whlle_EIBA ‘has now esta-

blished deep roots, at the same time it is still fresh and vig-
orous. I am honored to be here in the presence of one of the

founders from Japan, Mr. Saotome, whose name and reputation a¥e

well known to me...By coincidence; Mr: Sactome has been ‘a ‘leader
of - Mitsubishi‘Kasei, the "first Japanese company w1th whlch Key
has had major cooperatlve deallngs.‘lj :

s My 1ntroductlon to 1ndustt1al property is’ not recent “but
came -early. in my career when'I[worked with my very close friend
and. your Keynote Speaker thls mornlng, Karl 'F. Jorda. Although I

" ‘ ent

”"respon51b111t1es, ‘moré’than » twenty: years%ago
hand - appreciation: of the 1mportanoe of both domestlc and ‘inter-
national “industrial p:operty rlghts ‘workingidin- the: legal
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“.department .as Mr. Jorda's coworker  dniva major: multinational
health care concern. : At that time; we worked :in-the .industrial
.property area of a major drug concern, and. to this day 1 continue
to profit from Karl's lessons on ‘the -importance of-international
friendships and- -understanding  in ' the:-international: industrial
.property. community. Today at Key; I am involved: personally -and
-often. lead: patent license discussions with companies from Europe
and Japan, and personally participate in- patent procurement
matters. ' :

N Patents are - of paramount lmportance to an R&D company ‘and
;country, .every effort should -be made  for ' a:better:international
understanding generally in this  field,and particularly between

“:onr two .countries. Although Key's example of ‘management “involve-
.ment. in: patent: matters may: be -relatively :rare! -in: the. Unitéd
:8fates,  this. is .not ‘true for -Japan.::Many  leaders - -of Japanese
.companies. have intimate patent involvement. during their caréers.
:American delegates-to: this: Congress should:study: the -involvement

-0f: top  Japanese -management. in 'daily’ patent: concerns. to see how
their example may beneflt Amerlcan lndustrv.- ' g S

: uCooperatlon -amongst 5gOVErnmentsg- Whlle lmportant is-’not
‘enough. - TheDelegates: to this Congress 'bear a -special:‘respon-
-sibility to. see that .-the industries. of:our two.cocuntries ‘better
understand the workings of the patent:systems: of both-courntries,
so that the secrets of each are open to all, and so that all may
-benefit: from:the systems of both countries,in full keeping with
“the letter: and spirit .of the Paris -Convention.- -I“am'verV'pIEased
-to - sayy- on behalf -of  Key' Pharmaceuticals,’ Inc,y that" we have
enjoyed the :benefits @ of: the  Japanese  Patent 0ffice and ~have
-received: the ‘same -fair andequal- treatment.in Tokyo as we hLave
receivedidin Washington. - I.am particularly impressed by 'the ‘open
Ainvitation . of: Mr.- Wakasugi "to-.your -Keynote Speaker, -extending
‘hospitality to -ai select:+PIPA: delegation of’ American : industry
leaders for a visit to the Japanese Patent 0Office next February
to exchange views and to foster better understandings by
-Americans® of . the intricacies 'of ithe ~Japanese :patent procurement
-procedures. ' I encourage: the Delegates here :at this" Congress: to
‘be. actively -invelved: in ‘assisting:your: Keynote Speaker in thls
important m1551on. SRR :

khe..Japanese

matic gesture to PIPA. It is but the latest manifestation of
continual study of international systems that began with the
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‘Meiji ‘Restdration, ‘exemplified in the patent field by the: numer-
‘ous “Japanese delegations to the:U.S: 'Patent and Trademark Cffice
swhich “comparatively study what ‘we are doinq.4 Parallel ‘delega-
tions :have made similar wentures: “to. the: major European capitals.
out - of these studies, bLenefiting : from whatever "good  practices
“have : been’ .cobserved in “the United" States and ' elsewhere, the
wJapanese ‘industry:and: government  have gradually synthes1zed 1ts
~own modern, distinctly Japanese patent system. - :

Japanese study of American and other western institutions is
not new.  ‘Americans should ‘benefit “from  ‘this:example, by having
‘delegates ' now- go . forth: and study " how - the ‘Europeans and the
;Japanese conduct their: patent systéems.- While any change -in the
‘Ameérican: code: necessarily:-and ‘quite properly should be . 'in the
" ‘Amerjican self-interest,:Japan and the United States, ‘as the two
‘most highly 'industrialized societies of ‘the' world, share' many
self-interests 'in ‘commeon.: - As ‘Japan in; the ‘past generation: has
ccomparatively. shopped - in ‘Europe -and: . United -States: for ‘code
.changes, it would be beneficial to Americans :to "investigate why
. Japan has elected many European models and:-rejected:the: American
counterpart model. To the extent that-Americans-—share a common
-self-interest with Japan, Japan should serve'as an "experimental
-laboratory model" for-law:changes:which it has gradually adopted
cin ~the ‘past 'generation’ based upon- the European model, ©One sich
xetample bears partlcular 1mportanﬂe. : R

i Comparatlve study should be:: made of the present Amerlcan
‘"patent .interference® system with 'the "first to file" practice of
~Japan and - Burcpe.  PIPA could bei;an ideal vehicle: for. such com-
:parative research. I see many benefits teo an: American move to
~Mfirst to: file". "We should.carefully study ‘how this system has
‘worked -in ‘Europe ‘and Japan, and if-indeed-such study shows this
.System.to be-.in-the self-interest -of the Europeans' and Japanese,
-there:-is -a. para;lel lesson to- be learned here ‘in the Unlted
-States. LR : B SR Lo ' ;

Thank you agaln for: your - 1nv1tatﬂon £ address +this impor-
'.tapp Congress. I trust:that your meeting this: week in:Washington
Wil o lead - -to . even:: better: . trans-=Pacific’ ‘cooperiztion - and
friendship. e

e i S et ity S e e i L T
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I am deeply honored to hi . e

you and so many in our profes:

I can remember that when
ient of this award, he said-tl:
cause he was the oldest. Of e o
I find myself w0nder1ng Whether that was tne reason "l Was Selrected.

In any event I .am old enough to remember when PIPA was nothing
but the brilliant-idea: of a small but inspired group. of U. S,‘and
Japanese:: experts.y PIPA's creation: and growth have, since~then}:
resulted in hlghly 51gn1f1cant changes- S P

—-14 years ago, nelther those in the profe551on 1n Japan nor
those in the U.S. understood the intellectual property
systems of the other s country nearly as well as: they do
now. T RIS L . .

- Certalnly the 1ndustr1es of our two countrles responsrble
for the. creation of new technology did: not have the: re--.
spected voice in-international’ c1rcles that they have now

_speaklng through PIPA.,": . - .

- Most: 1mportantly, all of L US who have represented our. member
companies in: PIPA ‘have:shared in stimulating intellectual
exchange and good fellowship and have developed deep:and:
lasting frlendshlps as we have worked together.

What has all of thlS to do w1th my rece1pt of the PIPA
award? ' o : G P o RS

Only this: I receive‘ittwith'the.recognition that’I'am
honored by a most highly respected organization; and that my
contribution has been-possible only because:I:have been: privi-
leged to represent that organitation in many places and to:share

Edgar W. Adams, dJr.
October 19, 1983
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" Honorable K. Wakasugi
L, Japanese Patent Office

~¢he greatest'pléasvre that I address the
" dembers of PIPA in Washington. As Mr.
~.president, mentioned, I am doing my best to
+cent administration-operate efficiently by

g the specilal-Accourt systefi“and computeriza-
~nd at the same time I am also trying to establish
¢ toward the patent system and patent rights, or
generally respect toward the industrial property

ts and lmprove the status of those engaged in patent
tters.”" : :

A

respect or attaches the hlghest value to the lndustrlal

“property right: I think those who are ‘engaged in- the

patent work; ‘attorneys and ‘other- bu51ness people 1n US

'also enjoy the hlghest prest1ge.~~.

Regrettably, Japan is Stlll behlnd. -Perhaps, it is
because we are one of-the "NICS, if-not the least devel-~

‘oped,” and‘ need ‘to0 try harder.,” At the 'same:time, I recall 7’ . o=
that the first Director-General of:Japanese Patent:0ffice: "=
visited US about 100 yvears ago:-to study: the patent system.. .. =%
He must have come to Washlngton and must have met the then

r%CommlsSLOner ‘ . SRR : ‘ i

He then went home to Japan and establlshed a modern
patent system. We have since made guite a progress -
during those 100 vears. And vet I am still a student of
Commissioner :Mossinghoffi ‘About this'time: last year,: Ia:
received  a lesson from him'which: lasted.: for more : than 1:

“hour:in the 0Office of American-:Mission in Geneve. ‘Hetwas
‘more like a professor than Commissioner. - Ii'studied: theu:

splendid and most. ambitious automation program at the

U8 Patent” Office.”Thus, the.lessons which were started :

100 years: ago: Stlll contlnue and we look up to. Us: as: a.
pioneer. : Dl Dl e SR L0 B P b KETLE

As you may know, Mr. Takahashi became a prime
minister. afterwards: - But I den't-think:-he‘has thanked

" you properly--I understand he had rather a poor memory.
" Therefore, I would like to express our heartfelt thanks

B

-pleased to meet you--pleasantvand intimate persongs="
«-again:after the-meetingsiniKobe:last .yéar...I.think:

on behalf of hlm 100 years afterwards.:,ﬁ;;a:

I have another pleasure today., I am: extremely :

PTIPA should be called Pleasant and:Intimate Perscns:
Association--a group of jolly good persons.

‘
i




) - As ‘'you know, -we had a tripartite:meeting. In sum,
it was a huge success. One:of the Burcpean delegates:
told ‘me ‘that he attended ‘this type of congress.for: the
~first time~--a congress free of negotiations, trouble-or
bargaining, and.a congress-.aiming solely at advance= '

+-ment -and . cooperation. T think it is extremely impor-—:

tant :that-all the members:of:this Association share :the
common- goal and give impetus:to each other 1n ach1ev1ng
this goal. . P . . e

.. We are ‘doing our -best to catch up with .US.and to
£ill the gap -of 3 .years in-initiating -automation- program,

- I think it is the :same with:EPO, and suspect that US: is

afraid that Japan may surpass them. I think :that it is =~

" a rare case where the cooperation and competition are

compatible with each other. -:Although I shall mot go
Ainto :the details of the meeting; T shall just mention’
the atmosphere was. most cordial. - ARutomation .or a:paper-
less project is an epochmaking project and the - ‘proposed '
cooperatlon among three countrles xs arso eyOCunaﬂlng.

That the 1ndustr1al property rlght system is most
international is .very well illustrated by the-100 year

“‘history -of "Paris Convention. - -There are-many treaties
v -to.date; but  I: think it must be the first attempt :that
countries got togethér :to make:the system work rationally

by: cooperation -in respect of actual examlnatlons, paper
work and for better efflclency.‘ R . ‘

) T belleve that thls prOJect Wlll glve profound Am—
pact beyond mere offering:of information or rationaliza-
tion of:clerical work. 'For instance; 'the morale of ‘the
Japanese Patent Office workers has never been so high.
Thls 1s the lmpact of move toward the computerlzatlon.

Patent Offlces generally have 1ong hlstory and -
‘tradltlon, Japanese: Patent Office has a hundred. years
history. US has 200 years' history.  England has about
300 years'-history although .I ‘am not gquite sure.  History

#:and itradition-sometimes prove -to be inconvenient.. They

may -harbor dislikes:or inherent resistance- agalnst e
changes: or progress.” Such.a negative character :is belng
overcome to a considerable.degree with this.computeriza-
tion.

'~ I have been admiring Commissioner ‘Mossinghoff or '

.~Commissioner ‘Benthem since:I met them for the- first:time

as men of ability and action. I am afraid I :am'most "

--ignorant. --Perhaps: I am the only one Commissioner of i:

+Patents in . .this whole wide world who has ‘not read'thrOugh

—eithe Patent Law. :. However; lgnorance can ‘bea powerful’.
Jweapon. - "I do not he51tate an the face £

ization. L

N
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‘Thus I .use-my: ignorance ‘as "a weaponry. ' If I may
explain 'in more:detail, T:am-trying my-best:to develop
an -automatic translating machine-as -I mentioned .in. the

“beginning. I am confident that the one from English -to

Japanese will be completed within-5:years. However, T
am~told that they do not know for .sure when the one from

:Japanese to English will be.completed because of the -
rirreqularity in Japanese grammer. ‘I 'plan to have it

completed within a decade.

‘That T can=eay that the ‘completion will be within

w210+ years means that I am completely ignorant. The more
~one is ‘an expert ‘on 'the questlon, the“more.difficult
vthey claim 1t to be. o C o :

: I started studylng, but then I felt dlscouraged.
So- I ‘decided not-to study. - -Knowledge is quite useless.

-“It has only a ‘hegative use.- Therefore, I proudly pro-
tclalm my lgnorance.- A LS e e

Now, I would llke to make two p01nts. One concerns
the patent ‘administration.in Japan. I am quite pleased -
with myself for being able ‘to ‘say this. For the past
31 wyears; I -have-been with the Ministry ‘of International
Trade '&: Industry. *~ I first .started working at the Patent

v 0ffice. .Thus, I:have been gquite familiar with: the .
sPatent Office, but I have never ‘ence heard 'of policies
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or ideas of discrimination against the aliens.  ~On 'the
contrary, my countrymen often criticized that the Patent

-0ffice was:favorably prejudiced ifor the foreigners.
~MHis: type of criticism decreased recently.. "But it was
ﬁqulte natural: because technology overseas was superlor.

:4i-Secondly, I 1ntended to. make the Patent Offlce
completely open to the outside. I hereby declare that
everything in ‘the Office will be "see-through" except

‘naturally your trade secrets w1ll be Jealously guarded

- Any types of contacts, dlrect or: 1nd1rect “by:

hletter, telex or telephone will be:most welcome, @although

telephone ‘coritdcts may encounter some language barriers

Hruantll cthe translatlng ‘machine is completed: .I believe
<there-are great merits for direct 'contact. B

An Australian attorney told me the following at

the Geneve . Conference -last-autumn..*They had.negotiated
:a:license agreement with:a Japanese company -a.while. .ago.

The :representative from the Japanese company told him-
that such conditions would not be approved- by . the Japanese

...-Government,. .I.telexed my friend in Japan asking if. the
Japanese:Government.did. indeed interfere with a private . .
~.contract in-such:a:way.’ I'was told that the Government

ceased to interfere more than 15 years ago. Maybe :it:
was 20 years ago. I am not so good at figures.




I was guite -surprised to :learn that -the. .Japanese
Company could:.be 50 -obsolete, although none of you in
audience would be. This will be instantly disclosed by"
a call or a telex message. I think Americans are closer
- to Japan and would not believe such.a story.-.But belleve

frank.

Naturally there are stlll NTBs.. However, I am,:f
~confident .that not once in the past ten -0dd years. Japan
has retrograded from liberilization or "openllness“‘ She
has .made a steady progress .every. year. MITI is dubbed

"notorious®, but I.swear that as far as I am concerned
.I have done everythlng ‘to make our .Office "open and

transParent" I am determlned never to allow retreat.i ;Qf

:Thus, we welcome dlrect contacts from you.j In order
to show our willingness, we would’ like to ask Mr. Jorda
and members of PIPA to visit Japan at an early perlod

next year. .In other words, I would like .you to meet the:ff

examiners. Hav1ng thus established ‘the contracts, you . .
will be.able to: communlcate with - them by telex, telephone,
or by letter._- N o . .

The Patent Offlce is generally more - 1neff1c1ent .
and beaurocratic than you are. However, I always contact
Commissioner Mossinghoff instantly over telex. . Therefore,

I think I. am:.capable of communicating. w1th you, too,dﬁ,;,xf

through telex or. telephone. :You are most welcome.h

Although I would llke to - go on, thlrty mlnutes have'”“

passed. I do.admire the. congenlal atmosphere at, PIE
I.would like to contlnue attendlng thls Congress as an
observer in . the future.- L c — L sy

o ThlS is my second attendance but perhaps 1f I )
attended the Conference 13 tlmes, could I please have
the plagque that Mr. Adams got yesterday? c

-Thank you very much.
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Addreéss by The' ‘Honorable  G. J.' Mossinghoff
U S. Commlss1oner of Patents & Trademarks- ;

T am dellghted to be able to jo1n you today W1th my
colleague "Mr Wakasugi.oo .

It was two years age, I believe, that I was honored
to address thls group in ‘New York City.- “At-that time
I told you of our- plans for putting the United States: Patent
and Trademark Office on a sound financial’ footlng by o7
increasing our fees, and how we had proposed to ‘enter 1nto
a bargain with the people we serve, 'in industry ‘both “in"
this country and lnternatlonally,'and “with 1nventors——people
who use“trademarks. And “the bargain was that in-retdrn-
.for the substantially increased patent fees we were going
to brlng about a first class’ operatlon in ‘the Patent and
Trademark Officé. At ‘that time, we 'were:adding Lwenty :
'thousand cases each year to an already huge backlog ‘of "
cases. "It ‘took’ longer to get a trademark than 'at any" tlme-
twenty —four" months. it took longer than at any tlme At
the history of the United States. "And our twenty- -four
.million document file was all paper, hand filled and~* *°
'retrleved,,and seven percent of those documents were elther
m1551ng orﬁmlsflled._“ : :

‘We- formulated ‘an’ ambltlous plan to redress that
51tuatlon.: I am pleased to ‘report two thlngs ‘today: (l)_ :
that we are on-schedule in 4chieving the goals ‘that W& 'set’
out for ourselves in promise for the increased fees which
Congress ‘gave u5°'and”}2) ‘that ‘none ‘of the" awful ‘things
that opponents of 'the 'new-fees 'said’ ‘would - happen are A
happening. “Except-for ' a shift“in“the "‘filings, when every—i
one in the United States in the patent ‘field ‘dleaned off -
his or her desk to file patent applications before the new
fees went 1nto effect-—except ‘for that--we are right 'back
on the "same”filing" tren s that we had before the new fees
were formulated. SRR 3 Lo

We have hired over five hundredasnd sixty new examiners,
We plan to hire another one hundred and eighty this year
and another two hundred and fifteen the following year.
At the end of that recruitment program, we will have a
steady-state force of fifteen hundred patent examiners.

I am proud, alsco, of the institutional systems that
we have been able to help arrange in one case and to
arrange in another case to address in a forceful way the
problems of protecting intellectual property and high
technology. I think one of the most dramatic improvements

was the establishment this past October of the Court of
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Appeals for ‘the Federal Circuit, "I know, as I look" around
the room, that the American members of this" ‘organization’”
fought very hard to overcome political resistance and to
establish that court ‘which' is ratlonallzlng ‘and” creatlng a
natichal” patent law- that -can’ be depended upon by all userS“*
of the- 0.8, system. ~ ’ R

Also, 1nst1tutlonally, we have created under the Cablnet
Council for Commerce: and Trade=-this is a Cabinet" Counc11,
chaitred by Secretary’ Baldrldge my boss—-we have' created
in- that’ Cabinet Council an "intellectual property working °
group." Virtually everything. we have done in this Admlnl—
stration having: to do with patents and trademarks: and -
‘intellectual property has come out ‘of the ministerial’ level
dellberatlons of the Cablnet Counc1l, one or the other.x

We- currently have dec1ded by the Cablnet Counoll system
that we' would- 'suppor't t patent term restoration. I was informed
this morning at'a breakfast meeting with Director-General -
Wakasugl that that is something that the Japanese industry
is interested in also: “restoring to- patentees who.are
deprived of part of their market life an approprlate ‘amount
of patent exc1u51v1ty to make up for ‘the' time it ‘takes v i
to achieve governmental clearance of new- drugs or new agrl-‘j
cultural chemlcals. : : ' e

We have taken a strong view against 1nternatlonal
-counterfeltlng, and I-think both-of our nations 'have a- )
dareat” stake in preserv1ng ‘the 1ntegr1ty of “the marketplace, e
and" to’ come down very héavily-on’ those who' would deprive v
consumers of" 1nformatlon about products by plratlng another’*
company s trademark L P

We have taken a lesson from Japan in the area’ of “th
rental of phono records and the rental of videodisks or
videocassettes: ' ” And’ the Cabinet Council working group
and the- Cabinet’ Counc1l have- agreed that- copyright. owners °
should -be' ‘able to’ participate in rental 1ncome of phono TR
records” and V1deocassettes.““”‘ S

The Cablnet Counc1l has de01ded to endorse strong
protection- against’ the ‘copying ‘of - the masks” that are usedi*-i
to make’ semiconductor” ChlpS. 'l‘he précise’ type’ of" protect— S
that we will recommend has not’ ‘been’ determined; ‘but: it -
will be copyrlght—llke protectlon ‘that we will’ recommend" Lo
to the” Congress be enacted to protect-‘the ‘Substantial’
investment~-and 1t ‘s’ not necegsarily innovative or nventlve
activity but'it's 'a substantial- ‘investment--in i g
these fantastlc semlconductor chlps.~- e
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perhaps, -in'.Japan,. to explore the possibility of: protectlng
the tremendous hlgh tech capablllty of these chlps.

We are looklng at protectlon p0551bly, of computer
software. It is now. copyrlghtable, but there is a feellng
that perhaps a more specific form of protection, might be .
approprlate for computer software,

‘ We expect to recommend——the worklng group, I belleve, .
will recommend to the Cabinet Council that.the United- States

'adhere to. the Brussels Satellite Convention, . which Conventlon

is in place now. It had been negotiated. The purpose

of it is to prevent piracy of telev151on programs and mov1es }

which are transmitted by satelllte._

We are dorng a complete rev1ew of all trade laws as
they affect intellectual property, and I expect: that. our:
‘working group will have recommendations on. amendments -to.,
the trade laws to. strenghen 1ntellectual property

Flnally, we are presentlng next week to the Cablnet .

Council working group a proposal of the Department of State..

- and of Michael Kirk, whom many of you in this room know,

- which will be a program to increase our assistance to .
developing countries in their efforts to establish..
1ntellectual property systems in their countries.

The touchstone of thls Admlnlstratlon s con51deratlon

of intellectual property is that where there is a confllcta-fy

a political conflict or an.economic confllct——between those...
who. create ‘new technology and. new 1ntellectual property

and those who copy it, we will come down hard on. the 51de

of those who create the new technology and glve that new
technology. to the .world. . : . :

Internatlonally, I am. very- pleased w1th the results

that we. obtalned at the Third Sessicon:of the. Dlplomatlc .
Conference. in .Geneva. T. will tell you, that a.part of.the..
 success of that conference stemmed from what is referred .
to as the "Pacific Group"--not the Pacific Industrial
Property Association but the Pacific Group. - A year. and.

a half ago,- there was. a Group B meeting,.a Meeting of .
deVeloped countries: in Muh;ch Unexpectedly, I ended up
heading the delegation. to.that. meetlng. I was. used . to
U.N.-type negotiations, ‘based.on my: career at. NASA,,ln _
the Committee on. the Peaceful Uses. of . Outer Space. of the
United: Nationg.. . In those debates and dellberatlons, every

country-.speaks. for. 1tself°' there are. no group negotlatlons.ﬁp

As you might expect in the space and national. security. -
area, the leadership of each side is primarily the United
-~ States versus..the .Soviet..Union...Nevertheless ..each CQuntry
_does its; own negotiating, - When I. .got. to. Munlch Mlke Kirk.

30




explained the group :system of negotiation. An issue would:-
come up- in-Group. B, the developed countries, and: the. European,
Economic Community would say, "Well, we -have. not taken N
a position on that-issue, and we must caucus, So - they
would adjourn the meeting, and each of -the delegations
would 'sit in the ‘room or go out-and. have coffee or sit

"in a lounge or work the crossword puzzle in the Internatlonalf

Herald Tribune for the third time. Two or three hours

later, the Community would come in, and. the :Community. Spokes—
man would tell us--the United States, Japan, Australia, - ..
New Zealand and the others--what the answer was. Even

though T was new at the job, it didn't seem to me to-be

a very good idéa for"the Community to:reach-its:.decision:
independently :of rour viewpoints.and then simply . ccme in - S
and, for example, tell the United States of America and Japan
what the answer 15 irn -an area that 5 very 1mportant to them."

So we began very 1nformal meetlngs at Munlch When Mlke;
and I got back, -we discussed this with the State Department,:
we talked to our,Ambassadorﬂin‘Geneva,‘and‘we proposed ..that-..
we form a Pacifie Group. There-was no objection at all: :Imn ~
fact, in group diplomacy, there.was. a lot .of frustration. in:

dealing with the ten-member European Economic Community.:.:

When we got to-Geneva,-we got our .own conference:room, -had -
discussions with Director-General Wakasugi who had hlS' :
delegation, with the Australians, New Zealanders .and :
Canadians, and decided we would form the Pacific Group. We
did form that; we had good logistic support; we had our own-
secretary; we ‘had our own telephones; we had our:own copyingv~
machine. So -at the Geneva meeting; when the European Community
caucused and then came -in and said,; "And:this is the .answer
to that gquestion," we would say, "That's a&very:intereetingg:o
suggestion; now the Pacific Group will caucus to !consider-:

your suggestion, and we will let you know what our dec1510n

is om your suggest10n."3 e e SRR

It Worked very well. T think all five'membersrof thefcfw
group--and I hope Mr. Wakasugi--thought it was a very
successful way to handle the multi-lateral negotiations.

It also redressed the fact that there's not an economic
power, I ‘don't:think, -in -the world that can simply:tell~
the United States:and Japan what is:.or :is not -in -their ‘
best 1nterest. So 1'm very pleased w1th that outcome. a;;;;;;

As-a result of that and several other good developments,x
we were able, T think, ~to reverse :entirely the earlier o
results in WNairobi, which :would -have permitted‘developing~L«*:
countries to .issue exclusive, compulsory licenses:-in . cow
foreign-owned patentsin their countries. ' .We regard that, B i
and we always have; as ‘atotally inappropriate ‘and: B

“unacceptable-expropriation-of-private. property. I belleve

in the Third:Session we were 'successful. in-getting- that -
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viewpoint totally. adhered «to:.by ‘the Group B countries, IENR
And I:'m pleased to .say -that  the vast majerity ofi the. group Sl
of developing countries, Group ‘77, -are .prepared toigo L
a2long with our proposal;, ‘'I:am. anx1ous to begln negotlatlons :
again at-the Fourth Sessioen:te ‘try to lock in what's o
referred to as "Ambassador Jlmenez Estaval s {9) compromlse
text-ﬂ s ¥ 5 A : :
Flnally, let me: say a few words about the agreement
that we entered 1nto yesterday. : : . .
These agreements go very well. I know .a numbertof

you in-this room "are :dinvolved in lTitigation, “and ‘oné: of

the first rules of.:litigation -and.cross—examination ‘Lgs. i
"Never ask a question unless you kiow ‘the :answer .in: advance.”u-
You:could use- that-rule diplomatically, also: ’ : i
"Never have a high-level summit conference unless your
technicians have worked out all of:the issues, " sso:that

the matter comes before the:heads of ‘offices -in .a wvery .-
concrete ‘and specificé form. - I think Mr. Wakasugi, :and

K néw Bob:Van Benthem:and:I;-are extremely pleased-with. .

the ‘work 'and 'cooperation that: has gone - on-=-really . since

last April--among our-assistant directors and assistant .. ¢
.directors—-general. . The:conference was well prepared.: e
We had experts' meetings :all of last week.:: The meetings.::. :: &>
went until eleven or ‘twelve'o'cleock: at night. .When we @ ::u -
convened:the meeting Monday:, we had a workbook -about three.... .o
inches think. " Every issue had been resolved or: it:had:..-
been ;identified:with the pros:and cons- on -the issues. SRRSO
yThe.result-was, T believe, an extremely sweeping emorandum ' ::::
of Understanding among: the European Patent:0Office, "the ..
Japanese Patent :0ffice, and the Unlted States Patent and
Trademark Offlce.wr.np , N A TR : RILE

I have 1nc1uded at each of your places - copy of that; oy
Memorandum of agreement, together with the press release
that ‘we released yesterday out of the Department of State.

It sets up a: vehlcle for s to av01d dupllcatlon,.,_;u
for us tovlearn from.each-other 'in the rarea :of automation,:
and for :us to get on‘with 'the business of .our ‘technical
work in serving-you;, the -users of -our -systems;:through. our
efforts. . It's extremely even ‘handed. : All ‘three parties
come with a lot to offer to the other Offices. I must
respectfully ‘disagree‘with my-good’ colleagué: Mr. Wakasugl-
I would be absolutely 'delighted if Japan beat-the Unlted
States:in their efforts to'automate-their office. :This -
is not a zerOesumrbusiness:;tour gains are-his:gains and,l;
his gains are our ‘gains.. ' “So'there :is a strong mutual:

B - it

relnforcement of cooperatlon among ‘our - three Offlces.‘.

In your Memorandum of+ Understandlng, there is-a
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very significant paragraph: -Paragraph 10. It 1dent1f1es,
with a view to identifying concrete steps to be taken

to implement cooperative efforts as referred to in the
paragraphs above.... (Reading) "....various study projects
and other proposals were prepared and discussed. These
proposals encompassed the following broad ‘subjects."

And there listed-are-several, almost a dozen, ‘areas where

we plan to cooperate. Each of those lines in Paragraph 10

is backed up by about one quarter inch of detailed data on
what we are going to do in each of these areas of cooperatlon.

'So it 'is not‘a broad, political type statemént. Tt is &

list which is back up by detalled analy51s of our respectlve _
experts. s o

In a somewhat lighter vein, let me say that the other
day I was reading a reguest for reconsideration from a
decision:on petition that T had rendered, and Mr.) Wakasugi,
the author of the petition to reconsider, suggested that I
also ‘needed to read ‘the patent ‘law; ‘and that "I ‘4lso had -not %
studled the patent law as thoroughly as I should. _

Let me say flnally that it is concelvable to me, glven

_the political skills of Mr. Wikasugi, that we may be’

visiting today with the second Director-General of the
Office who might move on to become Prime Minister of Japan.

In 'closing, "let me just say that there is a strong

"mutual dependence, particularly among the three big Offices

that are now taking thesé important “steps toward automation:

Excepts for U.S. industry, Japanese industry is the largest
‘‘uger o&f ‘the U.S. Patent -and ‘Trademark Office. 'On the "=~ ~

other side of the coin, except for Japanese industry, ‘
U.S, "indistry is the ‘largest “dser of -the" Japanese office. -

E And flnally, from the U.S. industrial point of view,

wé are “the 'single -largest iser of the Eurcpean QOffice) 'U.§I%"
1ndustry files twenty-six percent of the cases that are

filed 'in the Furopean Patent Office. 8o it 'makes eminént ®" "

sense to be able to pull the three efforts together in

©d very workman-like setting. = Ourgoal is to further the-

protection of lntellectual property 1nternatlonally, across
the “board.

“Po “do“that, each office “intends té coopérate fully

L‘ln all of the W.I.P.O0. efforts to increase dissemination.
“But.to get on with the job, ‘we decided that this was the

much better vehicle. It is totally devoid of political
considerations. "It is ‘truly a téchnicians' agreement,

‘_and that 15 exactly the way 1t should be./

I am dellghted to report the agreement to you this

THEFATHY and tosdy“that-we-really--are.on. ‘track, I think,

in making the U.S. Patent and Trademark Offlce the flrst '
class organization it must be.

Thank you very much.
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% :Closing Address -

Delivered by :Mr.. Toshiya -Hiraocka, .-
- _P;esident,ofﬂthezJapanese Group, - v
~-QOctober:21, 1983, Washington, D:C.

.ﬁf;iiepaa, eﬁd,ell of phe membere-ettendiﬁg"the-14thﬁ'

Congfeee'bf.PIPA,'fhe timekhae.cdme to close this meeting. - -

In many ways thlS l&th Congress has ‘been very spec1al
and .I, w13h to extend our . heartfclt thanke to Mr. Jorda, the;},
governors and all Df the other members of the American Grdﬁp .

who made this Congress so successful.;

Washington, D. C., . the capital. of the United-States, was

a beautiful setting; and We were“graced Wlth the preseﬁce of
three most 1mportant‘gentlemen 1n the patent fleld of the worid'
Mr. Geqeldﬁq,:Mosegnghqﬁf A551stant Secretary‘of Commerce‘and
Commissioneffef feteeeejend'Trademarke, M:. J.:B{;von_Benthem;
“Presiéeeﬁ;quEﬁe European Patent Offlce and Mr. Kaégé ﬁeéeeﬁgi,
DirectorZGeeefe;rbf,the Japaneee'Pégeq@tbffige{lflhi;“;ieﬁe:ﬁeuld
stand out in.tﬁewhietof&lef éifA;°ba£5£ﬂé£e;é£é‘so°m;ﬁg_qgﬁéif
things that:also made this Cong;ess‘meaningfﬁl.k'The address
from our honorary chalrman, Mr Micﬂeel Ja55£isl.1ff, eloquently
751gn1f1ed the‘lmportaece of 1nternationel coeperatlon 1n the f

field of industrial propefty'pfotection{“'He Wae'with us'deepite_

busy schedule,.a

appreciation to him.
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One of the:characteristic features;of:this. Congress. was,
the panel. discussions in:which:opinlons.and. thoughts; were
freely.expressed from both-the U.S. and Japanese sides. .By

promoting. mutual. undetstanding: in  this:way, we will build a. -

bridge across the Pacific Ocean. . The:result.-of the panel dis— .-

cussions at this Congress will definitely influence the

*piogramming‘uf‘future:PIBAqungIesses.n.-&;_

In-addition, all: papers presented in:this Congress from -

both the U.8. and Japanese groups will undoubtedly be highly
'regardéd:in the patent field.. I wish to.congratulate all the

speakers,: and -thapk. them again for: their excellent works.

I would like to express our gratitude: to. Mr. Norris: wha, -

as program chairman, organized everything so beadtifully.

I must refer to the outstanding role played by three capable

interpreters, especially Mrs. Kaiser. Without her able assistance,

we would have, I believe, stumbled over the language barriers,

to say the least.

I wish to extend my gratitude to Ms. Butts, who is an
administrative asslstant to Mr, Bell, She did everything from
éffice work to driving a van full of PIPA.materials from New
York to Washington. I also wish to express our thanks to Mg,

Zuther, Mr, Jorda's secretary, for her assistance.
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Ismust-addithatuthefviSitftb&MOUnt-Vernon;"thE’Birth

place of the:founding ' father of .this country," was"very impressive.
"All of the membérs:of the’ Japanese Groupiwill:surely remember: w:" "

this tour as:‘a delightful experience. 'We appreciate: youri i o

thoughtfulness in arranging the’ touri:

Listening to the famous. National-S§ymphoéony Orchestra at v i:7.

the Kennedy Center surely satisfied our cultural appetite, and

of course), the-sing-along” was Jjust unforgettable., i  Hi =

‘The kindness extended: to’'the Japanese members from' the’ . i7"

U.s. membérs-thrdughbutwthe”cbhgieSs?hill'be5long*reﬁembered;7~*“
We really hope to reciprocate the hospitality when we hold the

15th Congress in Japan' next! year, “55 =uv b O

Thank yvou and sayonara until we meet again!
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BIOTECHNOLOGY AND PATENTS IN PERSPECTIVE

Calvin N. Sparrow
.. Assistant Patent Counsel .
"Eli Lilly and Compsny

I was initially ﬁesitant_to prepare a paper.relating to
biotechnology £or this meeting. I told Al Hirsch whan he
called me that there has been no law since Diamond v,
Chakrébéftv"il)} 'The‘Chakrabaitz'céSe“ﬁdﬁ“beéﬁfdiécuééed"17
Here and there Seemed’ to be nothing to'talk’ about.  In tetros
spect’; that initial réaction seems very ‘strange. ~1 was, Of
. coﬁrée}“mehtarlyJéquétiﬁgﬁbibtecﬁﬁolbqy*withﬁﬁhatiz'll'eAIIJ-
- genstic ehgineering, for ldck of a better term.’ T had lost™"
my perspective’ in making the equation, Gehetic ‘engineering
is but a small part, albeit a fascinating part, of

biotechnology.

“Biotechiiblogy is an'old technolégy which has a’ solid’

. place’in’modern’industiy.” Pecplée havé been leavening bread

and making beer and wine, and cheesé,’ for millennia.’

gt
~ modern times, bi&fédﬁhﬁloQY”hié”5éeh”but*to*ﬁ%ésEaéfdiﬁéféé;?
as are proceééihé'éﬁd‘%hé“@ibﬁﬁtfiop‘df”énfibibtiééi “Alarge
body of ‘law, in particuiar'patent law, has developed as a
-cbroilér?*té*the*wiaéépréédiuée=bf‘biéfechﬁbiOQ§*ih*modern
industiy. “To Gee genetic engiheering in proper perspéctive;’

e musEYIGSK At 1T H8 pATE" 6F7aNd Ar isihg outi ot~ broad

~ content that has’ léng been familiar-to’us.  The body of‘a’ =
- patent”1aw that hds’developed out of the traditional indus—""
trial ‘biotethhology i&-par¥t 67 that context for us who have a

professional interest in industrial property. We must
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re-examine that body of lﬁ?fﬁéipéﬁﬁfaflbﬁfiépﬁémpt to put

genetic engineering into perspective.

' The first gquestion to be asked. is whether the existing .
law applies at.all. .The answer is rather obviously yes.. : .-

There.are many cases which we can use to guide our thinking -

on problems of disclosure,. claim drafting, .reduction to prac-

- tice,-and -so-on... However, .these cases must. be used.with. ...

aroge out.of tradition bietechnology in. order to.give you.at.
least the flavor of what has been held. and.to. see where a

need for caution might. arise,

Section 102 of the U.S. patent law sets out the fact

situations which bar a.person from obtaining.a patent. for his

or;her invention. One such bar is a prior descriptiocn in.a.

printed publication,.either before the making of the inven-. .
tien by the person, or more than. one year.prior to the date .
in which the person makes. application.for: a patent.. ..

40
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constitutes an .enabling description in bictechnology from the

two cases, In re Le Grice (2) and Ex parte Argoudelis. (3). ...

-EE:EE Le. Grice is a 1962. CCPA plant patent case -in.which
the dourt-held:thatﬁa-prior publication.whichm@gsc;ibgd,a new
va;iety,qf;rose,canﬁ included a color picture of the .rose, .
Was not a bar., A plant breeder could not reproduce thaty-rose,
unless he also knew something about the ancestral stock and
how that stock was crossed tg‘bpged,the‘newprose;_hA;me:e
description of the physical chaiacterigticsypﬁ.ﬁhe-plant«andﬁ

a.color picture of the bloom was not enabling. . ..:.

In re Le Grice was cited with approval in Ex parte ..
Argoudelis, a 1966 Boa:d of Appeals case. Argoudelis et al,
had. applied. for.a utility patent on a process for. producing
an antibiotip;by?cplpu;}ggfa.micrpprganism-knowshas:a=§E£§Eﬁ,ﬁ
tomyces.. - A pricr publication described the production: of the,
same. entibiotic, by ?E}tp?i?g;ggmiCIOOIganism:Qf,the.fémilﬁa -

Actinomycetes fpunduinuspil;frcmnChiba-Prefgctu;e{in Japan.. -

{The. Streptomyces used by Argoudelis et al. is. in the family .

Actinomycetes.}. The Actinomycetes-described. in the publicas: -

tion. was not_évailable:tp the public.; It would be apparent...

““”tO“the”Skill@dﬁNi@ﬁ@bi@;Qg}ﬁtﬂihaimﬁhE@AgtianycetesLﬂﬁggmﬁﬂ;ﬁmwaMN;W f

“the publicaticn.would not be: found again without unreasonable.
- experimentation. - The publication did. not put the person . . ..

skilled in the art in possession of the invention because of::
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the need for dn unreasonableleveél of experimentation and was

therefore, notid bar. 7 -

140 80 Ed¥ ‘we ‘are on ‘familiar and, I beliéve, safe ground.
‘The' concepts applied 'in these two cdses to analyze the '
biotechrical fact 'situation-are familiar to ‘us in all fislds "

of rarts

‘Section 103" 0f ‘the U. 8 patent ‘law baxs the ‘grant of -
a ‘patent on ‘obvicus subject matter. A third cass, In re e
Mancy (4) gives us ‘some “insight’ or ‘problems of ‘obviousness in
relation to micrcorganisms. At this point I will have to get

a little technical, @ uunns

o Mancy ‘er ‘al.-applied for apatent on a process for pro-
Mancy ‘et ‘al. -apy 2 P

‘ducing an’ antibiotic by €ulturing Streptomyces bifurcus,

strain' X."/ The prior art daught that the same ‘antibiotic’ %

could be'produced by ‘culturing Streptofiyces ¢oelruleorubidus,”

strain’y, ‘Streptomyces’ coelrulécrubidus, strain z/,.and Strep~

- tomyces peticetius. - Those ‘skilled in the art knew that thess

are many‘species’ of' Streptomyces and’that not all'species. .

produce’ an antibiotic.’ The CCPA had little' trouble’in ‘decid-

TR EHEE RS U TR VR LS S A Hew S P T a RS St p oMy CaE e e

bifurcus, to- produte’ an’old antibictic’is not obvicus even

though other Streptomyces are known to-produce the — -~

antibiotici

42




Sl witheyour Jindulgence, I will comment:briefly on.these
strange-sounding names, .. There ‘are names of unicellular mi- -

croorgariisms, " -Streptomyces is the name-of the genus:in-.ques=

tion-anQ;bifurcus;?peucetiﬁs-etc.;Hdésignétesfthe;species.ufw
There may be strains:or VafietieSawithin:a:speciES, ‘Microor-~
ganismsﬂare'classified*by:adsystem that'goeS"fromfthe:general
to the particular. :The:designation genus occupies-a.place. .:
well-down in the system. so that:microorganisms:of-the same: "
genus would seem to be very similarmorganiSms;'those:qf;thed;
same species should be even cleoser, and microorganisms of the

same strain closest:-of all. - Of:course; you are asking: what

 similarfrevéniclcser,}and:Cldsestaof_all‘mean,5:Iudon‘tthOWf

the ‘answer., ... =

- Microbiologists:who classify these organisms are-called:

" taxonomistsoanditheir science,;dr:art}ftaXQﬁomy. Taxonomists

who work:with:microorganisms are.deeply:dividéd: in respect.of
bothi ‘general principles underlying classification-and 'spécif~
ic breakdown into:igenus:and:species. 'To complicate matters::

further, these:taxoriomists are dealing with living organisms.
which have :an ‘inherent v&riability*in”physicaliéharactérise;

tics and which are low on+the evolutionary scale with :a:con=

comitant sensiﬁiv1ty“t6”fhefr“environmentfwwEvehwbaxonemis*=
who areof theisamerschodlathought“dnlclaSSificatiQn;find it
easy ‘to disagree onva specific: classification, particularly. .

‘atthe species level and less frequently but still often; at.
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the broader genus level. :This means -to-me.that we would have
to -be very:cautious- in-applying-a ‘general principle-drawn
from. a~“case~like ‘In re-Mancy to:a fact- situation invelving .-
the.patentability-of*a claim to-a microorganism .per se. A-.
court which :is trying to evaluate the identity of:a microor~"-
ganism%andilisteningzto”cogentﬁexpertntestimony¢0n either :-
side:ofithesissue might.not.be able:to:sée the 'distinction
between species-and:strain that the Mancy court evidently 'did

inrthe ‘process claim:before-it. .-

'+ The~law that has developed out of the traditional bio--
techriology will provide us with thelp;if used with due cau-..:
tion. However, there are some areas‘in the new bictechnology
for which we can find iittle help in the existing law. It
seems ~tome that:this is particularly true for:theé recombi-~
nant DNA technology. . I want ‘to explore one or -two-of the .
problems«I see inithis-area 'with vou. and I'11 :have to.get a:
little:technical-again-to:do it..»I-have itried tc keep :the -
technology -as dimple and graphic as possible. . T remember hcow
'__puzzling;thiserecombinantjtecﬁnologygwaswfornme;when I first.
got:into”it; < -Anyone who €ncounters it without a background -

in bioclkogyand 'bicchemistry has my sympathy. -

“A.simple-ordganisn like a:bacterium has awvery long;: - "
closed looprof DMA 'callédithe chromosome :contained within it:

Thé DNA 'is & polymer made.up.df only four . mondmers..:.The DNA:
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is a template on which RNA-is formed. The RNA is also a
Polyme:-made.up.of.four'mcnqmerSy;only one of which:.is dif- .=
ferent from.the monomers. of PNA, . -The RNA: leaves:the -DNA.:. -
_tempiate“andrmiqrates to:d:body.-in the cell known.as a ribo-:
some: There  the RNA becomes a.template.on:which:amino.acids
are.bpndedgtogether?in-auparticular;sequenge to§makeaa pPoly=
wer which is a - protein. . When the RNA has.completed.its task:
és a -template, it is;degradgd;into:the;cqnstituentymonomers;
‘The DNA template.is not -so-degraded..:All.of:-the activities I
have described--formationy, bonding,. degradation, and.sQ . ..
forthffqge mediated:by enzymes which are themselves:. proteins

made, by the mechanism.I have. just.described.--

iIn::@combinant~texmin0169y;t@eTDNA:is said to:"code” for
the;protgin»which_isqultimatelypprodﬁced.; The -DNA.in the . .-
‘chromesome codes . for-a large number of proteins. . A sequence:
of moncmers within the DNA chain which codes for a specific

protein ig.called.a gene. ... .

Thenedis,a;seqondjsqurce of DNA . within many kinds of..::3
bacteria.. The second.source-is a.much smaller, -closed loagp:::

of DMA called awplasm;df;,lt-wassobserved that-certain. - .-

destroying -antibiotigs. ».The -presence in-a bacterium.of a
- gene coding.for.an enzyme which destroys.an antibiotic makes:

the bacterium immune to the_antibiotic. We'll see in a
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moment that an interésting use is madé of that phenomenon.
Scientists had ‘also’discoveéred that enzymes éxisted which =

would cut the plasmid at:very specific- sités and”open the =

loop.: These cuttingenzymes are’ called "féstriction" -enzymes

aha.the*sitesfat~whichvthéy*cﬁt-are"féstr;éiioﬁfsités; There
may-be moresthan one”restricfibn“éiteﬁof~a spécific enzyme "
Other enzymés; called ligases, werée found which would tis eut
endsstogether ‘and ‘restore the lodp.  ‘So"the idea 6f recom-
binantﬁbNA*teéhnologyJWas-Boin;4“Remové*a plasmid from a’
.bacteriumﬁhcut*oéénfthefloop*dffafDNAﬂwith*a7restriétidh
enzyﬁéG*édd*aiﬂéwiéegmentfofbeA‘whiCh codes for'a protein’
vou wish to produce; such’as’ insulin, usé a’ligase td &ombine
the open loop and the new segment and restore the loop with
the new DNA“init; put’'theplasfiidiback’into a bacterium,
culture theﬁbéctérium}EaﬁdﬁharvestvthéﬁdéSired-protéiﬂfWHich*

the 'bacterium pfoduCes as it growsiin-the ‘eulturel
The first of the figures appended t¢ the“handodf voi %
"have shows a part of this process., In the topmost part of

Figure 1l ycu seée an-cpened lcdp which*iﬂclﬁdeS'a?éeﬂé”“TETR"

which-codés: for=an enzyme which ‘destréys tha antibiotic £t~

racyclinei  The new DNA gegment -is the gene for cloning. '

TRecombinant "prASHids Compriging Ehe “TETY CgeneTENd TEHE TgeHE

for cloning‘are placed in bacterid dnd the bacteria are ¢ul="

turedﬁinfthe'preseﬁCe?of~tetfacyclineEnyﬁly?bECEefia*
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containing: the recombinant plasmid are resistant to. tetracy-:
cline and will;survive,:=These;bacteria;can,be,usedginzthe_;ﬁ
remainder of . the-process for producing-the protein you . -

desire,

LNOWLWQLQan;get;to=some-possiblegpatent;problems.auAssumg
you have. a-recombinant 5ystem—which;p;oduces-a;proteiﬁgvia a
new.plasmid. . You want to claim;your;new-élasmid, : How are ..
you.going to.do-it?;:The plasmid. is a high polymer but:you. .
cannot: safely -follow.the types:of claims common: in. tradi--
tionaluhigh;po;ymer;technology._,Unlike other:high‘pplyme:su:
we are familiar with, the precise sequence of the monomers.in
DNA is of wvital importance. A change in the seqguence can

changemthé reading of -the: templates... .

- ..One way:is-to:define your}plasmid is in-terms cf a.re--
striction map.. »PFigure 2. in:your copy-of this text shows.a. -
schematic restriction:map.:. The circle is the closed:loop: of.
DNA. The letters within the circle designate an enzyme which
will open the loop at the point indicated by the associated
arrow. Note that the enzyme Xho I, which you see in the

upper right hand guadrant of the circle, has only one re-

running clockwise from Xho I to Sac I codes for a protein
product. A sly scientist treats plasmid pEL7 with Xho I

enzyme and Sac 1 enzyme, thus, cutting the DNA sequence out.

47




—10 —

The gly: sciéntist’puts the cut-éut sequence in a 'different”
piasmid-and -producés the proteifny préduct.’ "Does! our sly seci-~!

entist infringe- a claim to’'the original plasmid:pEL7? "

Perhaps we can avoid such posgible proklems by c¢laiming
JEst the DNA Seguence runhing’ clockwise ‘between Xho Ivand Sac
I. “Rnother s¢ientist finds that the  ¢laim of amino acids °
which makés up the  protein’ product:can be shortened: at one-:
_end without affecting the usefulhess of the protein product.:
ﬁe or ‘shé:makes a’corfesponding shortening. in your elaimed:-
DNA" Sequence and uses the' résulting: truncated gene. Is. your:

elaim-infringed? -

I don't know the answeré it these’questions.® I'do think
-that they are questions we will have to answer in one way or
ancther in thexfuture. “It's nice to:have'unanswered gues-

tionsg; though:’ They are a formi of job security for those who

will be- chvarged with” finding the answers.: . - "

#F 00#
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FIGURE 1

1 Recombination

TETr Gene -
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Cloned
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In the depicted example of gene cloning, the plasmid
uvsed has been cleared by a restriction enzyme and has genes for
tetracycline- and ampicillin-resistance (TET g and AMPg). The
gene 1@ be cloned is graifted into midole of AMPg (1. All of
the plasrids are then added to cufture of E. coli. The exampie
shown is for inserting recombinant DNA formed by the tailing
technique. In this case, plasmids that de not anneal with the
foreign DNA will not form circles and, therefore, will not
replicate in bacteria, Growing bacteria in tetracycline-containing
mediurn eliminates those that did not accept gene-contsining
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plasmic with TET g (2. Now the remaining becteria are cul-
wired in medivm with tetracycline, and multiple copies of

-the grafreg plasmid (and, consequently, the amplified genel

can be obrained {3). Plasmid DNA is separated from other E.
coli material (4} and purified in a cesiuvm chioride density
gradient {5). The amplified gene can be "saipped” from the
plasmid with the same restriction enzyme (6} used to cleave
the plasmid and then puritied on a gel (7). {ilustration cour-
tesy of L Baxier, “Recombinant DNA and tledical Progress,””’
Hospital Practice, February, 1980.)




FIGURE 2

| -Restnctlon Slte and Functlonal Map
L of Plasmld pEL7 s
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Abstract

- In 1976 the substance patent system was enacted in
Japan. This article-reports the present situation of the

examination of organic chemical substancegpatents ‘andis

directed to partlcular issues arlslng d' ing examlnatlon.

An 1nvestlgat10n into the recently ublished organlc
chemical substance patents has revealed thatithe main
reasons for rejection during examination, ‘as regards organ;c
monomeric ‘substances, are (i) insufficiency of, conc:ete :
disclosure of compounds as comparéd’ with the scope of the
patent claims, (ii) insufficiency of data identifying
compounds ,. and (iii ~finsufficient descriptions of utility.

" As regards polymer compounds, the most common reason for:

rejection was related to the specification describing the
compounds. ““ITn addition, the standard for judging the
technical advance of a chemical substance inventicn and the
regquirements for consolldatlng applications for 1nvent10ns
of polymer compounds"re alsc reported.= 3 " .

With respect to a chemlcal su tance patent, dlsclosure
of objective data which demonstrate that the claimed '
chemical substance has.been actually obtained is needed. In

order to obtain a chemical-Substance patent with broad .

coverage, it is especially important to disclose sufficient
number of examples to support the product1on of these
compounds.

Therefore, ik is _important to prepare a spec1f1cat10n

practice of examination.

1. Introduction
On the first day of January, 1976, the "Bill for

Revising a Part of the Patent Law etc." was enacted in Japan




which. dlrected that the. substance patent system and. the

multlple clalm system would be employed also;'n Japan.; The
outline . of this.revision,of the. law.was:already. reported in
the PIPA Boston Congress in. 1975._T_¢'777. _ g e

. In.order to.-properly.and, systematlcally comply with: the
substance patent system and the multiple claim system;."a. ..
standard of practical operation.concerning. the.substance
patent sfstemﬁand;thenmgltiple;claim system" was prepared.
Preparation.of, "the :standard of practical operation: of .the.-
substance..patent system" was- undertaken:. by the.Substance. :
~Patent -Committee.-in the Patent.0ffice;-and.substance patent:
applications are being made basedw9n=this standard . of.. -
practical operation.as well-as: the:examination standard
classified .according:to--class. . -« R I PR  ..,

This article:is.particularly. dlrected to:. inventions:of:

organic chemical substances, how the substance: patent. system
is being utilized and practically.operated.and-further how: .
the actual examinations are reported.

2. -Application Situation of Qrganic-Substance. Inventions-..

:For-'the-past several -years, .the numbep¢of,the-patentfﬁa
applications:relating. to.organic:.chemical .substances o
{monomeric :compounds)..was.about 6,000 cases per year,-and.. ;.
this. figure .seems considerably.stable. - - ‘

The proportion of the applications with- substance _
claims to all the patent applications relating to monomeric
organic chemical substances was .about 40% at the start of
the introducticon of this sﬁbstance patent system but has
recently increased.to.about. 60%,

-qulashed patent..applications with.substance clalmsihas,been

rapidly increasing.
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3, Investlgatlon into” Exam1nat1on Sltuatlon of - Chem1ca1

-the invéntion: wére selecteéd:

' substance ‘claimé” weré: extracted ‘and- 1nvestlgat10ns were

p. 3

Substance- Patents &/ 7 0 .
“In‘order:td’ fihd  situatieéns invdlving®the examination

of chemical substance patentfeﬁplicationsi”in”patt{cdiér,**ﬁ
organic chemical' substanée: patent appllcatlons, we -conducted
the' following inveéstigation. ot PO L VRO
(1) “Objects of Investigation:i ' 7 =

i Among the patent applications belonging’to® ¥ :
Intérnational’Patent ClassiCO7- and COB‘whith were publighed’
betweensJahuary - 1,1982 and March-31,71983, those beliéved
tosbesthemdi cal substance patents judglng from the” t1tle of

Then;, by. éxamining the' 'claims.of these patent
applications, about 370 patent: applicatiofis'withichemical

carrled ‘outon’theésedi

(2} Comparlson between Claimsias Lalduopen and ‘Claims -as
Published .. e e B
On the patent applications extracted as above, the

substance c¢laims of each application as published in the

Official
with the

Official.

was ‘madeé

claims.

Gazettel for Laid-open Applications. i

Gazette for Published Applications were compared
corresponding
A ‘cdomparison -

todetermine - whether "there -was “any ‘change 'irn the

‘substance claims as laid-open in the .

“Ih#othér*wcrds;'

‘é“detetmiﬁaﬁioﬁ*wae5madefaeIfoﬂJV”“

.claims before and after—the- examlnatlon.

-The*resultsuaref’”

set forth in“Table: 1.

Applicant

Pable Lo

Comparison between:Claims-as Publlshed
~angd-¢laims-as-Laid-open P —

Nationdlity ©'7 “Not Charged ~ ': chandgéd 7 T Total "
Japanese 152 (60.3%) 100 (39 78y 000 V252700
Foreigner 45 (37.2%) 76 (62.8%) 121
Total 197 (52.8%) 176 (47.2%) 373




p- 4

“THe' figure in- brackets: shows the proportlon (%) o Ehé
publlshed case. :0 ' SELE R S

As can be seen from Table 1, with abdut 47% of “thesiuan:
applications; ‘the"claims’as published are ‘different from the’
oorresponding ones as laid-open. As described héréinbelow,
 almost”all sich’ chahé'e's'? wera'made in’ the course of” '
examination when’ amendments were’ made to* reduce the scope of
the 'patent claimsi:w v o o o SRR Lo LA

On*rev1ew1ng the”apblications*wnichféere publisﬁédf
without-any chande-in'the claims; it was 'detérmined” that
many of them had claimed a very restricted-rangé’of”

- compounds- at the time'of" appllcatlon, among which there-are
even Some”cases which-had’claiméd only a“single-species of
compound;* On“the’¢ontrary, with the applications’in whicn®""
the “claims as published were different’ from those as laid-
open, almost without exception; a'wide range’ of ‘compounds -
had been claimed”at’ the' time” of application and lateér-in- the
course ‘of examinatiofi; thée Scope’of the claims was réduced.

- The’investigation’results’as” shown in’Table 1" exhxblt a-
tendency show1ng that appllcatlons by Japanese havewa’ e
remarxably higher” percentage ofcases’published”withoit any
change in clalm as compared with the appllcatLOns of '
forelgners. S o : n P

B pr1nc1pal cause Eor such a tendency may be" analyzed
'as follows: -7 B TE s TR e

'"wlth'theidabanese*applioant53“manyiapplications“*had
claimed a narrow range of compounds*'tf:o'r:‘\.:o'.éé:p'ond-iﬁg‘--‘i:o*t‘né"E
rangé’ of” compounds dlSClOSEd in“the- spe01f1catlon at~the
time of appllcatlon on thé" contrary; with the foreéign-
appllcants, ‘many appllcatlons included-claims“which reached
ebeyond the extent: ofgthe dlsclosure in’ the spec1f1catlon, in

the l1ght ‘of ‘the examlnatlon practice’ ‘described later. i HreT
In ‘order to obtaln EX chemlcal ‘substance” patent- withia v
wide’ coverage in Japan, it is’ :equlred to- descrxbe ehough”
examples to’ supoort ‘the’ production’ of 'such a wide” range of
chemical substances. Therefore, ‘when filing: a‘patent®: :
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P.

- application for a chemical.substance invention,.it is deemed

important to prepare a specification taking. into.due, ..

consideration the examination standard and the situation of

examination-practice.. L S - : L :

{(3): Reagons. Why:-the, Clalms Have. been Changed (Maln -Reasons,
«-Eor-Rejeegtion}

As a second. step, the: reasons.for.claim. amendments Were.

investigated. .This investigation was carried out by.

examining the file wrappers, The file wrappers. of 105 cases;

were examined. Eighty-eight cases of. those related to.
organlc monomeric compounds while the remaining:17 related .
to polymer: compounds e e T e

<The results..cof. the 1nvestlgatlon of. the organic.

'monomerlc compoundsaare-reportedfflrst-followedlby”thew

results..of - the investigation .of the -polymer  compounds.. :
»It might .be.presumed. that main.-ways.:of, amendlng claxms
would.be veluntary.amendments before. the .reguest for-
examination.: However, only.2 such cases-were found. -
_.With-the rest of the cases, a notice setting forth. .
reasons for Tejection was issued during.examination and-

"amendments were. made. to overgome. this..

- The-reasons for. the notices of. regectlon are. descrlbed

. below. . wrrr D cie e - R ST e ERats
In many cases the reason was that the descripticn.of..
the specification.was not sufficient under the provisions in

Article 36, Para. 4 and/or Para. 5 of the Patent Law. -

~More spec1f1ca11y, most. of the reasons fall. into elther

of the, following.categories:. .- - ... . ... ...

(i) Insufficiency of. Concrete. Dlsclosure of. Compounds as_‘_

Compared with:the Scope.of Patent. clalms

~This type.of .rejection was most, frequently seen and,i::“
although stated.in varlous-expre551ons, 1n short, the reasonL

‘was that. the scobs of the patehhbclalms were too broad as R 1

compared with:the compounds-disclosed in the spec1f1cat10n

In this.case;: "therdisclesed.compound” means a:compound. not ..

onlyathe-chemical:nameaoruSt:ucﬁuxﬁlafOqulé¢9F~WﬁiCh¢m;;ae»;

indicated. but. also. the: production:of which has been.




objectively proven in the spec1f1catlon by show1ng spec1f1cr
chemical and/or’ phy51ca1 propertles s Lo
{ii) Insufficiency of Data fot Identifying Compounds
This type of*- rejectlon is of course related to {i)
above oot S R . L

Such rejection were issued when no data concerning the
substance property values for -idéntifying-the production of
a part or all of ‘the compounds the namés or structural ™

formulae of which are disclosed in the specification were = ::

given, or when, even if some such values are set forth, the
examiner still held it to be insufficient. For example,
such expressions as "There is no description of physical and
chemlcal data for permitting identification of ‘the '
;COmpounds" “Descrlbe the identification values, for
example, the melting points" etc. _are employed
(iii) - Insufficiency of Descrlptlon of. Utlllty

The above-mentioned stendard: for practlcal operatLOn
expla1n= "the effect of a chemical substance invention
resides in that a useful chemical substance has been
prepared and thus some evidence of utlllty is requ1red for
conflrmlng this effect ' e I i

In chemical substance patents, it fsfeommonlyfbeiieved

that the description of gtiliey may satlsfactorlly be the

so-called one-line description, for. example,'such

gqualitative expression as "useful as hypoten51ves etc.
Among the appl;catrons covered by the present

investigation, some cases appear to have been rejected on

the ground of insufficiency of. descrlptlon of utlllty 51nce;

they include claims directed to 'a ‘'so- called ‘use “invention,
which were allowed to be conscolidated with a chemical
substance invention. Apart from ‘them, ‘there are also ‘cases
of applications claiming only chemical substances whlch were

‘rejected because, "the effect is not desCribed to the extent

sufficient to be objectively recognized".

Main reasons for rejectlon other than the above ‘are as -

£ollows: 7"
{iv) Same as a Known Compound or ‘Obvious over .a Known:
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(iii) Insuff1c1ency of Descrlptlon

i i Compound;, _ e ]
(v) Includes Claim Dlrected to- Intermedlates- _
{(vi) -Includes Claim Directed to Compounds ‘Having. .
‘Remarkably Different Chemical: Structures,f.ﬁ o
(vii) Insufficient Description of Production of Chemlcal
.Substances; and. ; _
(viii},.. Functional. Expre5551on Employed in Clalm.
Table 2 shows the breakdown of the reasons, for
rejection. .-

- Table 2.

Gist of Reasons for Rejection . ...:. No. of . ,Percent to

. L ; Cases  Total Cases

Beeto Dl s e T T e s i T e T Tnyest igated
(1) Insufficiéhcy'of Concrete o _ '
' Disclosure’ of Compounds as "% - @3 a2

.. Compared. with-.the Scope of ..
Patent Claims

(ii) Insufficiency. .of; Data for:. ... -, 2L . . .24 ...
,4,Identlfy1nq Compounds _ . T

R

__of Effect (Utility) of ( _:'éb o "'537'“ o
‘Chemlcal Substance T e

(iv}'“-Same as a Known Compound"'ﬂ
or Obv1ous therefrom

(v} Includes C1a1m<Dlrected to
Intermedlates

(vil___Includes Clalm Dlrected to'
“ - Compounds ‘Havihg ‘Remarkably _
~Different.:.Chemical Structures . ..

(vii) Insufficient Description-~
s OF :‘-P—,r:oduc:t ion of Chemical .
. Substances

“Functional "Expressic
in Claim

TERPLEVEE

{4).. Applicants': Actions respondlng to Rejectlon . .
We will briefly comment how the applicants :esponded to..

the abowve-described- re3ectlons.;‘;;¢u

In most cases, the applicants submlted arguments

1.,




o
m

traversing the rejectlons and at the same txme submlted _
amendments reduc1ng tﬁé 5cope of the clalms to overcome the
rejections, R i '

In particular it:was noted that in.order to traverse. -
the above-described rejection’ (i), "Insufficiency of
Concrete Disclosure.of Compounds as Compared.with. the Scope.
of the Claims", in most cases, the claims were narrowed. In
traversing the gejegtiont(ii)‘?InSufficienCy of . Data. for
Identifying-QOmeundsF,qin.most cases,. especially rejected. -
compounds :were deleted. from-the claims: . On the other hand,:
there.were.a couple of cases in_whichyamendments. sury
supplementing the disclosure were allowed. In such._ a-.case,.
however,: the. original specification. already. included a:

.'gualitativeqdescription‘concerning;sgbstance;ppopertygvalugs

or. described . certain substance property. values. (for- example;
main absorption values:in infrared. absorption).

.»Further, -in trayversing-rejection. (iii),. where .
qualitative.description concerning: utility had already:been.

described. in the:original specification,:there;are sever. .
cases in which.addition of gquantitative.data was- allowed...-
{5) Investigation of Chemical SubstanceiInvgntjons]BIngh;m
to;Decision of Rejection - -+ oac s : cpte
:The;: results;of. . the investigation: descrlbed 80 far all. .
relate to applications which have been published as the..

result of examination.

»Weralsorrandomly: selected 15 applig:

Lol

appllcatlons :which had.received a decisien: of rejectlon as
thefresult;of=exam1natlon after~ 1975, and ;nvgst@gatgd;theu_
reasons for rejection. The results arg;set,fogthajn Table, ..
3. KREPRS

- .Table. 3 ... ric--

Gist of Reasons for Rejections: .. .. .- "= = .-.:-No: of
_ - “ Cases
(1) Same as a Known Compound: or.Obvious. . ..... ... .9

over a known Compound .
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(ii) "inSEff{ciénéysdf Concrete Disclosure

‘ of ‘Compounds as Compared with' the Scope ~ -~ /i 8.7 i
of the Claims R
(iii} " Insuffic¢iency of Descéription of Effect " = 2
' (Utility),of,Chemical Substance T
(ivy-~ Insuff1c1ency of ‘Data for- Identlfylng TR PR RETE
: . Compound » . S P B

“Comparison of the results of Table 3*against the: . :»: 7
results of Table 2'described above reveals that, in Table"3
there"is a higher-humber‘bf*caSés*which were réjected on the
ground of being the: same as”a“ known' compound or obv10us over
a- known compound. ' B S EE

Many cases!encompassed by theirrejection are regarded’
as  falling andér’the rejectionh "the invention describéd inva
printed publication® publlshed e1ther in Japan-or-a’ forelgn
country before the application for patent?. '

In the case of chemical substance" appllcatlons,-there
are effective means for carrying™ out a novelty search ‘ford
example;- Chemical Abstracts- etc.:-Accordlnglyj‘lt is” :
necessary  fori the’ appllcant to reconfirm’ the® novelty -of the™
substances ‘to'be’¢laimed. K E ’

when the novelty search at the'timé &f application
seems inédéQuété, it isvadvisable to reconfirm’the novelty
at the timé of request” for examination: ' EEE

4. Problems ia Examination’ of Chemical SubstanceiPaténts

In’ the previous: chapter, the'results of. thes: ' :n s
investigationiinte the examination of'the.chemical'substancé
paténts have' been reported. =" Lo

This chapter deals with some of the main problems which
come up in the examination of chemical substance patents.

The specific problems discussSed here are listed below:
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(1) Specification of Compound;

(2} Dlsclosure of Compound - andthe’ Scope of* the Clalms,
(3)"Ident1f1cat10n of Chemical Substance;
(4) Description of Utility;rand = o o

(5) Judgment Standard for Technical Advance.
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{1) Specification of Compound . T PR R
A .chemical substance.invention resides in creatlon of a

chemical substancs;thCh,15;;ndustr1ally:usefula and its.
constituent is the chemical substance per se.. -Therefore, .
the chemical substance.alleged to be created.shall .be
specified. o | ‘ | RS

On specxfylng a chem1ca1 substance, .as. commonly

practiced.in the.chemistry field, ;t;ls"a basrc,prrncrple_to-u

express said -substance by items which directly:specify the. .:

substance, that is, the compound :name. or -the-chemical... .

structural formula. However, it-is.sometimes-difficult -to.. .:+

determine the-:compound name.or the .chemical.structural
formula as is.often.the .case: w1th .natural products QL

fermentation products,_andhtherefore,:such -exception is. maden¢;

that if -it is possible to.specify.the. substance by the .

physigal or -chemical -properties, .then it.may:be spec1f1ed by,,i

these propertles;(more~specr£1cally¢;e.g.m;mettlng;polntt;;

elementary analysis values, IR data, NMR.data,-molecular.. . :.
weight etc.),. . Further, when.it is difficult.to adequately . . ...

specify the substance merely by these.properties but.it-is, ...

p0551b1e to spec1fy it by addlng the process for the 7 _
oroduct‘on, then speC1f1catlon by addlng such process forr
the productlon lS allowed.i Nevertheless, because the '

DroCess for the productlon ltself does not dlrectly spec1fy

the chemlcal structure although lt may serve as a certaxn

basis for it, spe01f1catlon merely by the process for the ;H?;h

production 15 not allowed ‘ _

In examlnatlon practlce, judgment as to whether the .
compound has been spe01f1ed or not seems to be carrled out
based on whether the whole {1mage) of the compound is
concretely clarlfled. Therefore, Eor example,_ln the case

where a useful effect is derlved from the framework of the"m

compound only this framework is clarlfled The rest of the:‘"

structure lS expressed as an optlonal structure._ Such a '
;dlsclosure may be. found as belnéunot speclfled because ‘the
whole (image) of the compound i$ not clear. Further,”a:?'

functional expression is regarded insufficient for o
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‘,,,:,;.i,examp]_es a.r‘:_ & ;
- a) a case where the substltuent represents a lower alkyl
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'compound name ‘or “thé “chémical ‘structural™ formula

" have already been reported above, and among them, reasons

p- 1l

specifying a compound and therefore 'a compoind répresented
by a funétional*expression'or“that*partially”éontaining*a“

functional expre551on ‘shall be“deemed as béing-unclear and’

not specifiéd; " 'In-fact; suéh nhotites of reassns for =& 7 -
rejection have-been issued as "Thé“éxpressions “6f~ _
'protective group' and 'protected' are improper as the " iY.iTl
expressionsEEOrﬁspécifying“thé*Compound";3"'THé:eiectrOnéﬁ
attfacting monovalent organic group! i§-(inélear"; "The " & 74"
definition ‘of "A“is-an’éxtrémely functional ‘éxpression and it""
is not clear3What“substituent“it*spééffieally*stands for;””””“
Pleasé ‘clarify the' substituents by a‘@oncretes expre551on

etc. As £6r ‘amendfient céncérning $petification of 4’

chemical stbstance; 'if the chemical®substance after

‘ameridmént  i§ nd’longer’ the same as the' chémical substance™ 7

described "in tHe ‘Specification origirally attachéd to thé:
application,; this 'is"then deemed to- constitute a change of "7 ™
the gist of the spedification. 'With a"éhemical’ compoind’
already”speéifféd-bj“physical*or éhemfcaiﬁprdpétties,-itfraﬂ“'

possible t5iTater" supplement an éxpréssion by ‘means of ‘the

Scope of the Clalms

(2) Dlsclosure of Compounds and t' |
In’ the standard of practlcal operatlon concernlng the T

substance Datent system, lt:is requ1red that the detalled o ;fj

of the 1nvent10n;1n the spec1f1cat10n shall

"concretelyrdescrlbe to .an extent that all of the chemlcal ﬂ“f

substances described in the clalm are sufflcrently ‘ )
supported”. The results of the lnvestlgatlon lnto the' o
51tuatron of examlnatlon of substance patent appllcatlons

for re}ectlon on the ground ‘that’ the appllcatlon does not e

satlsfy thlS requlrement are often found. Some SPElelC

group 1n the c0mpound of the general formula 1n the:afp¢z,
clalm but the examples only show compounds hav1ng a R
methyl group,‘ :

D} A case where the substltuent represents a saturated

N




“"hydrocarbon: group «6f 1 i~ 10 ‘cadrbon adtoms dn the. i
“dompound of the general ‘formula ‘in 'the -claim but :the -
“gxamples ‘only ‘show compounds ‘having ‘d:butyli.groups =

¢y i A caseé where''the substituent represents'an dcyl :group: =
in the compound of the gereéral ‘formula ‘inthe:glaim but &

+he: examples only ‘show: compounds hav1ng a benzoyl e

group; - o

d)~ffA»case‘wherETEheﬁsubstituent%represenfs—annalkylrgréup”"

- of 154“6ﬂdafbon*atomsVsubstitutédﬁwithva?saturatedfi
- heteroecyclic group in the compound of the gerneral -
*foc:muiaul. “the 'elEim but the ‘examples ‘only show
. compdunds Having “sn alkyl group substituted. with" a-
morpholing ‘group; ' S S

e) ‘" Acase where the ‘substituent représents ‘a lower alkoxy
Ligroupyitar haloged atomy‘a ‘nitrfo grodp, “4n aminoigroup, a-
"lower ‘alkanoylaming ‘group ora lower alkyl ‘group - in the
compbuhd*oféthéﬁgenefél~formula¥in?thefdléiﬁﬂﬁuﬁﬂtﬁé
‘examples fail ‘to ‘show:compounds having a ‘nitro ‘group,
an’'a@mino ‘group or ‘a lower alkanoylamind 'groupi “and:
£} a casePwhéré?xhéisdbétftUentwfepréséhtsﬂa'@ﬁéﬁyr=qzdup.

‘a1 oT “2-thienyl grour, 'd 1- or 2<furyl ‘gréupter a L

‘mono-substituted ‘phenyl 'group ‘in -the ‘compound ‘of “the
‘general formula in the claim but the examnples only :show
“Picompounds ‘having aiphenyl group.: PLA R nnT
"Inhorder=tomavordfthe=above.rejectibns; if the compdund
of the general formula ‘in-the ‘cldim-in‘the ‘specification - at
‘the time application ¢évers compounds:having various. wii:
substituénts, it is desirableito describe 'at least Gme:

example pér compound having'a different 'substituémt.’

Further, "if the ‘substituéntsi“are described by a’ comprehersive -
expression, ‘it is desirable to ‘describe several ‘compounds @i

ﬂwhav1ng representatlve subst“tuentsfencompassed*b-f'
expression as examples. ' ¢
" As far as-our -investigation goes, tHe response .of almost

‘all the applicants’to these reéjections dré to reduce 'the

scope 'of the 'claims’to ‘the range corresponding ts the compounds
described in the éxamples.  Although it is.also possible to =
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submit an amendment: to supplement examples .-without reducing
the scope of demand for patent, there .are not so many cases

where such'supplementation .of examples was: allowed,.and one

decision .in the Board:. of Appeals: passes .the following .judgment

regarding. supplementatlon :of -examples: .
In short, -supplementation.of. examples.is: allowed only

‘when all the requirements (i) - (iv) are satisfied.
{i) ;:The compound of:-the example :to be: supplemented falls in

the. range «of :the compounds.of the:-general formula in.
the :claims : : . _ . CTE
{ii) The description. speczfxcally 1n61cat1ng +he: compound of
' the example to be.supplemented 'is found in: the specifi-
cation at the time of application; for example, the..

- compound.-name -or - the -structural:;formula is described or ..

the name; of the_g;ougringthe;cqmpoundftbibe supplemented
»:iis ispecifically described, that.;is, where. the compound

toi :be . supplemented.contains.ma propyl. group -as the . -

.substitutent, then . the -substituent in :the compound of

the,, general -formula .is.described as 'an.alkyl group..
woEQF, example, methyl.; ethyl,. propyl, butyl etc.".. .

~{1ii)The -compound analogous to the -compound .of ithe example

to :be rsupplemented  is ;described -as the -example -in the
~ woospecification. - E . . cE e . .
{iv) There is not so remarkable dlfference dine. effect between
:the-compound of -the -example. to be -supplemented and the
iz compounds described -as -the examples .in.the

specification.at .the :time. of application, . ... SR
Therefcre, -in order to . traverse .a rejection lndlcatxng

that "it is 'not-:concretely described to the.extent that»aLlunf

the compounds described: .in the scope .of the claims arelf

sufficiently supported",. it -is+the present author's pos1tlonﬁ”
.. that supplementatlon .of -examples of compounds.satlsfylng the_

above requirements (i) -(iv) will be allowed, . . T
~In this:connectien, it.is.recommended, as. the manner. of

‘describrhg-alspecification,at:theotimepgf;applicathn; Lo
:describe as many.examples-as possible . of compounds having ...
different types of .groups for -the -compounds described;in -the -
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claim; or,‘even 1f 1t 1s 1m90551ble to descrlbe them in the
form of examples, to descrlbe compound names or structural
formulae of compounds analogous to’ the compounds descrxbed ;d
as the examples- and,'ln the case where the group names 1n'“4
the general formula afe expressed us1ng a comprehensxve d ,
expre551on in’ the clalm, to descrlbe in the specxflcatlon ”f;
_spe01f1c group names c0vered by the group represented by o

:Jsuch a comprehen51ve eXPIESSLOn.

Some Examples of Dec151ons in. Trlals Concernlng
Supplementation, of Examples

;q¥¢§F>.;?30 -~ Trial for Amendment EﬁowaZG .
Lee 1981 o e 51583,
1981 .>;~»§%;::a

1981 _ STl

(3)" Confirmation of Chemical’ Substance.~ :

“In the standard of practical ‘operdtion coricernming the
substance ‘patent systeﬁ,-the?following“are>stipuIated as
regards ‘tHe identification of ‘a:chemical substance:::

"Where 'a chemical 'substance per se cannot ‘be confirmed *:
in‘thHe- spe01f1cat10n, this chemical substance is: treated as i

being not eéstablished asian:invention",; and

“roovamendment to add ‘data ‘for ‘confirmation of “a-chemical i

substance to a-specification which fails ‘to confirm the

chemical substance per sé is’ 'deemed. to- constitute :a change: -~

“7of the gist of the*specification",

“*IAorder to confirm'a chemical substance; its physical ™

and chemical ‘data must bé described in:the: specification.

These ‘data “dre essential for theuconfirmation that the.

invention has actually been achieved and®is not-a mere
product of desk work-and for-the disclosure'of ‘the :technique

as scientific ‘literature as well as the’disdlosure’ of the —

¥
1

*wdata necessary-for—follow-up-tests. ..

‘Review of the recently publlshed patent’ appllcatlons‘“

(the Official Gazette for Published Applications}) “in ‘respect’

to the-identification of chemical substances ‘revealed that

the following ‘physicdal and chemical data have:been largely

-emblo?ed,'for'ekampley éiement37 analysis?valueq*molecular=*1
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..analysis.value.at the time of application, and in the

15

‘g

WELth Vmeltlng poxnt, b0111ng 901nt, refractlve Lndex,. o
spec1flc rotatlon, solublllty,'color, pH Rf value of '
chromatography, IR UV NMR, mass spectrum, etc.' Although _

to what extent these 1tems must be 1ncluded varles dependlng

on the 1nvent10n, ln practlce, a conSLGerably number of '

cases desczlbe two or more 1dent1f1cat1on data 1n the
spec1f1catlon- in such a case, combxnatlons of m.p.ﬂ-elementary
analysis value, m.p. - IR ang IR - NMR are very common. On

the other hand, ‘thére ‘are some Casés wheré the' identification
data on only one ltEm ‘are descrlbed, e. g.,=m p b. p., elementary
analysis valua, IR or ‘NMR. "It Séems to be acknow1edged,
however; that data, such as elementary analy51s value, which
can be calculated from the structural formula are not

,sufflcxent alone.

‘Then, to what extentuis:amendmentwofjthe:specification?=
for -supplementing or .changing. these identification.data allowed?

As for-a.fermentation.product, if it is a novel . substance,
the examination-standard requires the:description of the . . .. -
following:physical . .and . chemical,; properties: . {(I) elementary
analysis - value, (2) melecular weight.i13):m.p.f;(4);specrfie_
rotation, {(5) Uv, 16)'IR,;{7)usolubilityyin.solvents,_(B}s
color. reaction, :(9).:distinction: between:basi¢, acid..and neutral
and (10): color -of the 'substance, and if at.least (L).. ...
elementary-analysis value,: {2) .IR-and  (3). .one. or:-more of ;.. i

" molecular weight, m.p. and color :reaction-which-may be regarded

characteristic have.been-described in.the.specification-at
the time .of ;:application.and hence confirmation of .said .-
substance :is estimated-possible, :then supplementation of
undescribed data is.allowed. . a Ry

. Take .an -example.of ;a trial .for-amendment on.-

“trichomycin.  There had been an.error.in .the .elementary

sarade

specification published,-it-was described that the present

.substance does not .contain N, 5 and X, (halogen). .An appeal
_to amend to the effect to mean that it contains N .and does

not contain S.and X was filed but this appeal was turned. -
down .on the .ground.that such an amendment would give rise to




the possibility’ that the- intended substancé might be changed'
toanother substance (Trial No.: 306,-1956). “This decision’s =
p01nt of view' seems unchanged  even after the" enactment ofwin v

the substance patent system.
However, a problem still  remains regérdiné*hoW“thle”

examiner will'treat améndment On'an”item‘the”@alﬁésﬁbf'which : I
vary considerably”depending onithe purity of the-" compound R
and the- measurlng ‘method;" for -example, m.p. R R

'As'another’ exampla, in an 1an1ngement-caSeAin*téiation‘;“
to trans-4-aminomethylcycloheXane“l>¢arboxylic acid; it-hag "
been “held that the accuseéd SubStance'Which“hadﬁa?hélting“f”'
point différent from- that of the - compound described-in the
patent spécification® by’ 100°C- ‘although having ‘the” same -
compound name and the ‘structural formula cannot®be’legally” ¥
regarded as the substance’intended in‘'the patent ‘(Tokyo "'
District-Courti Case"No. 5716 (Gyo-Wa)/1974), = 1 v« oo
{4) Description of Utility-

~Aceording to’thé standaid of practical’operation’:
concerning the” substance' patént: system, utility of a’'chemical
substance must be described in*brdéfffo?obtain“é"patent for
the invention of 53aid chemical’substance.” And where: utlllty
of the chemical substance-is not*disclosediin the " f :
specxflcatlon,'thé'anentlon*offthls-chEmlcalisubstanceiis
deéméd “to”be not established as’ an invéntion, S

The description of utility of a chemical substance-must
be to-the’extent’ to show at'least one’of the uses’ of? sald
chemical substance is’ ‘industrially asefuls: il (R

Therefore,-the*descrlptlon the:eof is’ required  tovbeés
somewhat concté;eif For example, descriptions: such as =~ “:
"hypotenSives“::“hétbicidés““étCu*aré accepted but’ T
descriptibns'éuéh as’ "medicines™, "agrlcultural chemlcals

mfgetc.ﬁa:éj ot_concrete and 1nadequate.

"Since the’ descrlptlon of Utlllty ig" enough if’ some"
industrial. fea51b111ty of said’ chemlcal substance is®
concretely shown to some extent, the fortlfylng data’ is-not 7
particularly necessary. P R L

However; in practlcal=examination, it is often
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necessary to:submit data. concerning.utility.. -In such.a.
case, it seems: generally acceptable to amend. the spec1f1cat10n
by adding.data evidencihg, the utility-described in the original
specification. . . .
{5) Standard for.Judging Technical. Advance i

.-As regards: technical. advance of chemical substance

.1nvent10ns, there: is. no precedlng court.case-and.appeal. cases.

are very scarce. Therefore,.on. judglng technical. advance,.

"the,.standard. of p;actacal_cpe;atlon concerning. the.:chemical

substance system seems- to.serve as a guideline. -According -
to this,ﬁtechnicaigadvance‘of_a;cbemical,substance,inventionm._
shall be judged based on the specificity from two aspects of ..

Vthe chemical. structure, of the chemical substance .and-the

propertiesuor”uses‘of-the chemical substance,
(&) Inventlon Making a- Technical.Advance. - _ : . .
The invention deemed to have made a technlcal advance
is S TR P R P
(1) an invention . of a chemical .substance having a chemical
-;structure.remarkably:differentTfrom;theﬁchemical?structu;e
©of kpown.chemical substances; . : - v s
{ii) .an invention of a chemical. substance haV1ng a chemlcal
structure. analogous- to- the.chemical structure-of. known. -
chemical substances.but having a characteristic property. .
which cannot be expected from known. chemical.substances;. :
cand s L . R T R P :
(iii)an: invention of a chemical substance having a.property.
which may although be. expected from known chemical: ..
substance. having a similar chemical structure but. the
extent.of which property. is. ,r-:s?.m?_rk ably excellent. o
The reason.why:these inventions are regarded-as. making. ..
a technical.advance is because since the. true nature.of a

chemlcal substance 1nvent10n reSLdes 1n the- creatlon of a

68

“useful chemical substance", it is quite natural to judge the

technical advance-of ‘the invention:by the specificity from
the feollowing. two aspects: L P . : Cwhe
{a) the chemical structure of the chemlcal substance, .and. .. .
(b) the properties: or uses of the.chemical substance,q
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Thereforéifa;chemical substance having ‘a specific chemical
structure is deemed to make technical advance only 1f it 'has:-
utility, or in the case of a novel chemical substance having
a structure similar to that of the known chemicaI'Substance,
if its property cannot be expected o;g;he'exteht of said
property is extremely excellent, the combination'of its
chemical structure and its property cannot be' obvious, and
thusg it is deemed to offer a:technical ‘advance. e
(B)-Lspecific-Examples_oE-Technicag;Advance and.grobkems:;:w4~

Involved - : : _
The inventions: applled ‘for patent set forth ‘below ‘are "

deemed. to.have made a ‘technical -advance: ..

(Case 1) . R ; o o
iChemical Structure :and Effect -of; Compound Known shefore

. Application:

- It has-a . Vitamin BI.:-. .

pyTeffect.

[

a7

S X =a halogen ‘atom Do
Chemical: :Structure and: Effect of Compound of :Invention- Apolled

for Patent:

¥ It ‘has an
' . ant1cocc1dlum

SN e v
| ;iZQFHB effect.

- halogen atom

(Case 2) ~ f‘
Chemical Structufe of Compound Known before Application:

?CONHCH3
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Chemical Structureof s Compound of Invention: Applled for:

Patent::

OC,ON,HCH:

. _ qTCH3fCH3ThFﬁ RS TEEh Ik i ER e L }

Both have insecticidal ‘activity,:and: when:applied at a. .=
concentration+of .0.002%, the degree ©f killing 3 days Jater :i:
was 30% with the known compound and 100% with the: compound

'of the.invention -applied :for with 'the patent..",svr~*

There lies a problem:whether the . effect of: the ‘compound =i

- of the invention applied for must be clearly expressed In 7o

the specification at:the time of .application; or may be: added
by amendment after application. iR R

In this respect, on judging technical advance of. .an
invention of sthe ‘so-called chemical analogaus process, the
Patent Office, Board.of :Appeals has made a de0151on 1ndlcat1ng
that the item added or amended after apgllcatlon cannot be
employed as a judging material'(Trial“Ne :108998/1971). _This
decision, although not concerning the chemtcal substance
invention itself, also seems tgugive ;some. hint on how to
judge:what ‘isi'nedegsary: . to make a technical: advance: whenioins 0
dealing with a chemical substance invention. :

On the other hand, contrary to this decision, there is
a case where supplementation of specific data for evidencinb
the techn1cal advance was allowed in the course: of, examlnatlon.
Further, there seems o beva possxblllty that such 1s also
accepted 1n cases 1nvolv1ng a chemlcal substance In® such a
case, supplementatlon of ev1denc1ng data seems easier if a
generic description that the claimed compound has a superior

application is expressly disclosed in the specification at . ..

5. Problems Concerning Polymer Compounds s
The actual situation of examination of chemical substance

compounds. known before . o B0
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paténts has been ‘discusséd :in ‘détail in the prev1ous sectlons,

and, monomerlc organlc compounds have been marnly dealt“wlth.l
Organlc polymer compounds (herelnafter referred to as polymer
compounds) are assemblies of molecules hav1ng dlfferent
molecular welghts,-stereospec1f1c1ty and ‘sometimes ‘even”

of the 1nd1v1dua1 molecules and thus comprehended as a. srngle
compound . Therefore, there are some .problems .involved with.
polymer. . compounds w1th respect to.a chemical. substance patent,
which are very unlikely with monomeric compounds. . .Some Of
these problems are introduced below.

{1) Spec1f1catlon of Polymer Compound

A. Situtation of Examlnatlon:f

We 1nvestlgated patent appllcatlons publlshed durlng _ _
the same perlod as the case of the above monomerlc compounds,;j
32 cases of”substance patents relatlng to polymer compound‘mmﬁ

Among those, 1n 17 cases the c1a1m were changed durlng ,
the perlod between laia- cpen and publlcatlon ‘of ‘the ap I&catlon,
that 15, durlng examination. As the result of the _‘4' '
1nvestlgatlon of the progress of examlnatlon and 001nts of o
change in the claims, the main reasons set forth rn the""”:-'
rejectlon and therr nnmbers are summarlzed 1n the follow1ng

Table 4. B 7
“Table 4 o0
‘”*iﬁéascné’fof“aéﬁéEEioh'f T?"ﬁ' R ﬁé.
. Cases
(i) Réasons" Relatlng to" Spec1f1cat10n ‘of : Polymer SRR
...... e COMPOUNnG-- B
{(a) Insufficient Description 'of Re"peaiti'ng'-?Unﬁiitfs Ti(2)
Y (BY - No Description 6f Comp051tlonal Proportxon ey 4)
- of -Repeating .Units . e il toa
{€):.:No Description of Molecular Szze e e 2 0(9)
4§L,;Others_(erg,,Nomenclatgrelxtt_vur:_5ulﬁ_aﬁ“H,42)

i
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(ii). Reasons Relating to Novelty or Technical - .: . . . .2
L Advance_: o : L
(rii) Reasons Relatlng to Unlty of Inventlons andr'f 'd‘p‘ﬁ; i'

vRequ1rements for Consolidation thereof

(iv) Reason that:Range of ‘Compounds Clalmed is too T
Wide as Compared: w1th Examples : : NEETIRE A oo

From the ‘above ‘data, it ‘can be ‘séen that as regards ‘the'"

' substance - patent appllcatlons ‘of “the ‘polymer compounds, most

of ‘the ‘reaséns for’ rejections- ‘are dlrected to problems

conderning ‘the ‘specificatién describing the compound. This
COncentratlon of “rejection to ‘the specxflcatlon ‘Seems to’ bef :
due to the aforesaid: partlcularlty 1nherent to’ polymer“* F

compounds.

B. Requirements for Spec1fy1ng Polymer Compounds i
Accordlng to "the aforesald standard of practrcal dp

operatlon conCernlng the substance oatent system and thejr

multlple clalm system" and the examlnatlon standard for dr .

substance patentS of polymer compounds, "organlc oolymer __-'

compounds (No.' )"¥pub11shed 1n March 1977, the follow1ng

; 1pu1ated as regards the spec1f1cat1on of Dolymer

”compounds.

Organlc polymer compounds shall be spe01f1ed by the':';:;

standard descrlbed below.'

(a)‘”On Spec1fy1ng an organlc oolymer compound _in'principleé_

it shall be spec1f1ed by requ1rements representrng the'
structure of said compound. CoEy
The follwing will suffice.as such requirements:
(a) repeating units, (b) arrangement of repeatlng units -
(homo, block, graft, bead to-ta11 structure etc. Y. (e}
““molecular weight, (d) partial characteristics (degree
of branching, substituents,.double bonds, .degree of

o o5s=11n king't erminals-etosy ) F ( e } Rt -~y Y] peciqficj_.‘ty S VTS A .

f;(stereo—regularxty etc.). : -

{b) .. Where..an organic.polymer oompound is not, sufflclently
specified merely by requlrements.representlng the
‘“’structure, as 1éng as it can be specified by adding

“.requirements representing ba$ic substance properties,
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it may be then specified by adding these.requiremeqts.

. . -However, these. requlrements must be expressed.
..Quantitatively. . The basic, substance propertles as,
mhereiq‘qsequeans.p;ope;tlesmrelet;ng»toﬂtheﬁstruoture

of the organic polymer compound, and_exaﬁples,the;eof

include viscosity, secondary transition point, density,. -
. degree of crystalllzatlon, etc.. "' P

(c)':Where an .organic polymer compound is not suff1c1ently

.Sspec1f1ed merely by the requlrements representing.the

‘structure or where it is not suff1c1ently specified by
:ﬁthe requlrements representing the structure and the

;requlrements representlng the basic..substance. propertles,
-.as .long as it can be .specified by adding.a process for

the production, the process for the .production may :be

set forth as a part of specif?ing means., ;.However, ..

specification merely by the process for the production ...
is. not allowed . TR “. . -
_”Accordlng o the above examlnatlon standard, 1t 1557

stipulated that a. linear organlc polymer the backbone.of
which is composed of :repetition of a.single atomic group.
'shall_be_spepitied;at_leestﬂpy,said_repeating.uqitzood:the
molecular weight, but there are no prOViSions fof,othe;:;
types of polymers. 1In the case of a copolymer,. .the . .:
compositional proportion of the respective: const1tut1ng unlts
may be, essential for, spec1fy1ngﬁthe .compound,

The following .may be included .in the. essentlal
'requlrements for .gspecifying polymer compounds classxfled
aocordlng.to-the,types.{PatentiNewspdated-Octobepj}3,,;981).
{a) Linear Homopolymer : .,_'_ _

i) The chemical structural. formula of the repeatlng

unit apd ii) the molecula;_we;ght must have been. . .

determined. . .

(b} Random Copolymer-“mwwwwmwwm%' S .
i) The chemical structural formulae of the respectlve
. constituting units, ii) the compositional proportion of
the respective oonstituting uqitsvand,iii)-thep., '
molecuia;:@eight mget,have’been?Qete;m;ned{
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(c)'EAlterneEing Cdpolymer*“'
That it is an alternating copolymer has been determined
‘and the c¢hemical: structural formulae of “the’ respectlve
“‘constituting” unlts and - the molecular WEIth must have
‘been determined. FEEL ‘ SRR
(d) ““Block Polymer = ~ &0
For example, in a block”polyﬁer'hevingfbloch“uﬁits [A] |
ﬁénd*tBl; i) it has been-determined whether this is’ an S
‘A-B ‘type, ‘an ‘A~B~A‘ sandwich "type or a“random-type “such
'as A-B-A-B-B-B etc., ii) if random; particularly; the
com9051tlona1 ‘proportion of ‘the- respectlve block dnits
5[A] -and ~ [B] ‘has‘been’ determlned ‘and 111) ‘the chem1cal
“structural formulae and'molecular‘welghts (Size of ‘each

‘block unit) of ‘the respectlve block unlts must have

been“determinedi”

(e) "'Graft ‘Polymer * -
For the backbone polymer and the respeotiyerparﬁs:Of'
thelgréftlpolymer, ‘the &pec¢ifying requirements similar
to those for the linear homé<idr co—polymer ‘have ‘been = ¢ °
Spe01f1ed,-and further, ‘the’ number of jOlntS ‘{branch R
:pointé) pet mole"ule of the backbone polymer ‘must have
been determined. ' ' ' s S '

{f) Modified Polymer

”4;'The"polyﬁer”beforefmddificééfon'has"been‘SPecified “ﬁha*'
the whole struoturé] in' whlch ‘thé characteristices” (e g.-
substltuents ‘etc.) of ‘thé modified parts and ‘their"
quantltatlve ‘relation Have been'clarified, must’have”

:-been-spec1f1fed by'the'chemlcal ‘strucdtural ‘formula.
. {g) Crosslinked Polymer B

The - structural formulae “and’ comp051t10n ‘of ‘the

COHStltUtIng'unlts constituting the polymer segments, """"

po1nts and the den51ty of crossllnklng must have been
tﬂetermlned ' R S e
"1In elther ‘case, it ‘is’esseéntial to be spec1f1ed by ‘the
regquirements representlng the structure of the polymer““
~ compound, and under ‘the present ‘situation, whenever ‘the -




description fails to mention such requ1rements, 1t
constltutes .a reason for rejectlon._‘

C. Specification :by.Process for: Productlon _ o
~.vA process for:.the production-of:a. polymer compound -may.

‘be used as a:part of the:specifying means-only when the:

compound is - not sufficiently specified-only-by. . the

requirements representing the structure or by a-combination:. i

of the requirements representing the structure and the basic

24

substance .properties.: Specification of: a.compound merely by

the process-for -the pnoductﬁonais%not~éllowed;my

For:example,.the examiner in-front'ofranzapplication:iu::

A fluorine-containing:flexible/ copolymer whichvis:ai~zx:

copolymer of vinylidene .fluoride.and at:least. one fluorine-:=

. containing monomer.and;whichﬂhaSﬁanﬂintrinsicj¢i5¢osity of=isu
0.4=--1+3:in:a methyl ethyl:ketone.solvéntvat-d;températﬁfew{a
of »35%°C.-and-contains 28.:+ 92 . mole%:of .vinylidene fluordde: =s:

units; whichrfluorine<containing: copolymer -igs:characterized °

‘by being:produced by« Lrn leoooyl g Tos Ut oiaon vl e s
1) in-the:-first:.step of~polymerization;xpo;ymefizingﬁ

vinylidene fluoride-and:at:leadast. one: fluorinescontaining:: on:

monomer -using-a waterrsoluble radicalipolymenization:t:r

initiator to preduce-a copolymer;. and:

ii) in:thersecond stepiof polymerization,: polymer121ng them: . -«

in-the presence of the-copolymer produced. in:the-aforesaid; ..

step 1) using‘an,oil—soluble‘radical polymerization .o i

initiator to produce:‘a:copolymers;:: T R XTI S
and containing:l - .80%: by weight of: the copolymer: ofthe:
afore-said:step i} and: 20-—:99% by wElght of-the copolymer:
of the aforesaid:step ii)":. FomnamE
rejected thlsEappllcatlonhcommenting:

"Although’the. applicant: explains that“he:employed: the

meemprocessiforstheproduction:asca means, for.specifying the: ./ ::

'combinedestate~of*the*tworrandom'copolymers,.the;comBined.

‘state thereof may be possible in several ways, and therefore.:

the structure of the polymer compound:-has not been.:
specified.” This' case-clearly' explains-the reason why
specification of a“polymer :compound merely by the process
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for the productlon is not’ allowed

In this connection, where & process for “the productlon'
is employed as a part.of-the Weans for specifying. a polymer
compbund;ioo*judiciélfjudgmentthas'been made ‘on whether the
scope of,right?ié'restricted'to the“prooeSS'fof“the
production. So, £hig: p01nt remains.: to be. clarlfled ‘by the:
future: holdzngs. (NI o ng

D.lﬁ Specification Merely by,Basic”Substance:Properties‘*?ffi“
~ Where a polymer: compound is specified merelbiy.thet~
requirements representing basi¢ subtance properties,:for’
exampley%viscosity}jseoondéry4trahsitionfpoint;vdénsity;“
degfeeiofucrystaliizaﬁioh etc.;=inﬂpractice,iausubstancé_5””-;
patent is?notballOWed;onvthé{groond that-it is+wnot:
spec1f1fed by therrequifeménts:fepresénting.the structure of
the compound ﬁThisiis;substantially different from“the case
of an- organlo.monomerngCOmpound:Wherewthe_compOUndican be " *:
sufficiently specified by physical and chemically measured:
values. Suchua: compound specified merely by . these - phy51cal
and chemlcal measured-values without: expressly stating the
‘requlrements,dlrectly related:to the.structure is allowed.
This is probably based:on-:the wiew that because of:the:
_abové#mehtiohedfpérticula:ity'of?the polymer compound;ﬁit'is.‘
diffioult*to;sufficiently SPECify'thé'compound merely=byfthem*
reguirements« repreSentlng basic-substance: propertles..- :
(2} Requirements for Consolidated-Application®
Inntheuexaanatlon“standard 01 polymer -compounds; “ .
which-is most interestihgafrom ah“applicant‘s position.is. .
requirements for consolidated application; that is, - e
reguirements on the kinds_of‘inventions_which,may;be
'individuélly:claimed“in a single application. The -

examlnatlon standard are summarlzed and: 1ntroduced ‘here. for
references : T ' BT . ;
(i) Those which may be claimed in a.single application:
A. 7A polymer compound-and ‘a process: for -the
“production of said polymer - compound
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B, A polymer compound and a method of uslng sald p
:'f"idpolymer compound N o
el polymer compound and a machrne, lmplement,
~ apparatus or any otherthlhg Eor produclng sald -
f“polymer compound '
'WD;:L"A polymer compound and a thlng whlch exclusxvely
7 utilizes a spec1f1c property of sald polymer
.compound n S ‘ o
"The invention of a thlng whrch exclu51vely utlllzes a
specific property of an organic polymer compound“"medns an
invention which is achieved only by utlllzlng a certaln'fhj$z:
attrlbute (1 e. a property 1nherent to the organlc polymer
compound) of the organlc polymer compound and further ‘which
clearly shows the utlllzatlon of thlS spec1f1c attrlbute as
a constltuent.r ' S
Examples o
(elﬁ 2 polymer compound X and a hot melt adhe51ve
v comprlslng said polymer compound X "
(b} A polymer compound Y and a paint’ comprlslng said
polymer Y, a pigment and a solvent . .
.Y thlng whlch utlllzes a polymer compound and spe01 1es’?
the shape and structure cannot be clalmed in a 51ngle" b o
-appllcatlon w1th sald polymer compound because thlS 15 not'“*
an lnventlon of a thlng whlch exclu51vely utlllzes ar: C

spec1f1c attrlbute of sald polymer compound
Examplesf" ‘ ' ‘
a polymer compound X and _
{a) an ashtray comprising ‘said polymer compound de"ﬁi}:
(b) a sheet comprlslng said polymer compound g T
'{cl‘a flber COmprlslng sald polymer compound X"
: ”5er, A 1nvent10n of a'product obtalned ‘as. thef
result of treatlng any other thlng by u51ng a specrflc
attrlbute of said organlc polymer compound cannot be clalmed
in a 51ngle appllcatlon w1th sald polymer c0mpound becuase o
this 1s not an lnventlon of a thlng whrch exclu31vely -
utrllzes a speclflc attrlbute ‘of sard polymer compound

FRANKLIN PIER
LAW CENTER LIBRARY
CONCOHD N H.
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"“A polymer compound X and a covered wire covered with
sald polymer compound x_
{ii) Those which cannot be clalmed 1n a 51ngle applxcatlon
The followxng cannot be claimed 1n a 51ngle appllcatlon
because they have dlfferent ob]ects-” _ _H“F‘Ly
A. A polymer compound and any other polymer compound
:B,T A polymer compound and a composrtlon c0nta1n1ng
’ :‘sald polymer compound or a thlng whlch 1s made from
said polymer compound used as a constructlon
_material and whlch spec1f1es the shape and
d;structure o

Examples'ﬂn“

A POlYmer cONPOund X and,ﬁit“

V(a) a, comp051tlon of sald oolymer compound X and a'L:;hT
) _':stablllzer . . . . o
{(b) a sheet comprlslng saxd polymer compound X
{c) a fiber comprising said polymer compound X

(d) an | ashtray comprlslng s3id polymer compound x:._ua,

m d_and an 1ntermed1ate to sald"
. Polymer compound |

6. Conclus10n' . _ ' o
 on flllng an appllcatlon for a patent of an organlc:

chemical substance, 1t is essentlal to soec1fy the substancefh
to be clalmed and 1n pr1n01ple,‘thrs must be shown by the:f“?
compound name or by the cheml‘al structural formula ‘ : )
Especially, in the case of a polymer compound, spe01f1cat10np;
of the compound is important and it is necessary to glve, T
careful consrderatlon to the essentlal requlrements for
Sp@lelC&thn ;

In the next place ;:1t seems most 1mportant 1n the_

wrlters Qplnlon 1t s necessary to concretely descrlbe

the clalmed 1nventlon 1n the spec1f1cat10n". i to the_
extent that all the chemlcal substanoes descrlbed 1n the ﬁ%:‘:
clalm.are suff1c1ently supported R

Here,‘"concretely“ means show1ng that sald COmpound hasrf
been obtalned objectlvely by means of examples not only by
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showing the compound name or the chemical structural formula

but also by showing the “synthétic ‘process and the substarice

property values of the compound produced.
What should be noted is that supplementation of such
examples 15 not allowed exCept in a small number of

exceptional cases

As regards descrlptlo > of a'chemlcal
substance, it is generallyisuff1C1entwto?dlsclose lndustrlally
feasible utility of said chemical substance concretely to

some extent. When in the course of examination it becomes

necessary to show the utll'ty more concretely, supplementlng

guantitative datZd.is
already described qualltatlvely 1n the orlglnal
specification. However, where a known compound having an

analogous chemical structure~is présenty it is then necessary

to sufficiently describe utility seo as to show the patent

makes a, technlcal advance. -1n partlcula 21n order to obtaln

a chemlcal substance patent w1th a w1de coverage, 1t is

lmportant €6 Prepare a specification taking into due
consxderatronmnot only sthe vabover points-sbuf alserthelironl romaniss
BY

examlnatlon standar wand the practlce of examlnatlon.,

a w1de range of chemlcal substances ané hence enjoy

protection of: a‘wide<rangeofirightsy
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COMMITTEE NO. 1
PACIFIC INDUSTRIAL PROPERTY ASSOCIATION
* % WASHINGTON, D. c.~--
+#OCTOBER;1977:1983.

ENER I S

 BROPOSED 0.5, PATENT LAW
.. REVISIONS -AFFECTING -FOREIGN - TRADE .

 BERNARD ZUCKER

There are ‘how before congress a number cf U S Patent

Law rev1510ns Whlch affect forelgn trade.“ I w111 focus on the,tT

current legislative: propoesals which :provide for 1ncreased

protectlon (l) fo 'hoqders of U S. process patents from

lmportatlon of products made abroad, and (2) for holders of

U.5. product patents from exportation of :components Of'thEJUﬁUh,}

patented invention for assembly abroad.

Although these proposals have been suggested in the
ﬁast, they have now received additional support for adoption as
part of an overall effort to enhance the competitive position
of U.S. industry in wcrld.markets and to correct inequities

between U.S. law and the laws of other countries. It is

-
Mr.

as a crucial part of this effort.
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1 -On:SéptEmber.lZ,:19831Presid§ht_Reaganiproposed;‘,m
legislation to Congress entitled "The National. Productivity- and.
Innovation:Act of:1983." According.to the President's.
stgtement_a¢¢ompanying~the-1egiSlationr'“the_bil;-ﬂiila?ﬂhQHP?zh

.xhis country's: productivity - .and the ability of U.8. .industry to.
compete. in world markets}F;APresidept‘Reggan”désg:ibeﬁ the. -
parts of the legislation relating to U.S. process patents as.. ..
follows:

«u~fTit1e:V of: the Act increases Federal protection. .. ...

fégfor proceSSupatents}‘LCur:entlyﬁzifmsomEQneu: R
=violates‘aiprocess“patent:outside the;dquntIYLﬂnd'
then imports the resulting product. into the -: -\ ..
United States,vther;mpnrterais;nOtfguilty;ofa:
~wiokating. patent -law. : Our: bill: closes this :loop- . @ .
f:hQLerspe:ﬁittinggthe.ownersyoﬁ,proqessqpqtentsﬁpq:Q;T,
:ebtain their rightful reward by preventing.such .. .

unauthorized use of their.technology.™.

A bill relating solely to :the process P-éteﬂt..' R
provisions of the ReagénfPROanal-vas}int:QGU¢edfin;CQngress on
fJu;Yf14;519834byeRepresentative;Carlgs»MQtheédalﬂ—Cal-) as
-B.R: 3577:-+The entire;Reagan~pfopqsal3qn innovation:and .
productivity was.recently introduced :in:the :House of

Representatives. as H.R. 3878 apd-in the-Senate as S.:1841. :For

conveniénce,;I;wili;féferhto:the;progessfpéééé£?§
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the Reagan’ Administration proposalsiin these Bills as simply
the’ "Administration biliw} - i

On June 23, 1983 Senator ‘Charles-Mathifs (R-Mai)r s uis
iﬁttbdﬁcéa‘éézt%iﬁ*pa£éhtﬁlah?révisionsﬂwhfchJwerewpfbposedwby*
the ABA's ‘AD Hoc Committee to'Improve. the Patent:Laws: (5. '1535).
The fitrst part of ‘the’ Mathias bill provides for ‘iricreased ‘=i’
process patent protection.

I will first discuss the.provisions of the

Administration and Mathias" bills which' relate: to U.S. ‘process

‘patents. I ‘will''then discuss: the provisions: of.the Mathias ~ "

bill which relate to infringement ‘of ‘-product patents: by
manufacture ‘of componerts: for asgembly -abroad.:is!

Ccurrentlyy if ra ‘product-is made abroad usirgia process

'whiCh'is1paténtedﬁinﬁthéﬁﬁnitedfStatés;%thefunaUthdrized

importation; ‘sale; ‘0 usé ofi #hat prodiet Wild not result in

any infringemént “under U.S. ‘patént ‘law. - The ‘undeérlying theory

is straightforward. A U.S. ‘padtent protécts ‘against~ v

infringement only in the United States. If the use of the

process occirs only ‘outside ‘the United Statés; theéré has been

no iAfringemént of the 'U.S. ‘process paténti
‘- The Administration 'bill ‘weuld amend:cf Title 35" of the
U.S. Code’as follows: "First, Section154-would be’changed to.:

extend the rights~of-holderg = of U.Sv process-patentsitolallow:.

tnem to exclude others from usingior® selllng products produced

by such patented processes;..and: Second, Sectlon 271 would




| provide that the unauthorized use or sale in the United States
| of .a product produced by a.patented process will infringe the .

- U.5. process patent. . . .. -
+; In addition, the Administration bill would assist the
patent .nolder in any infringement action by creating a. .
presunption that a product was produced using the. patented. . ..
Process.1i€stheysqqﬁﬁzﬁindﬁ_<Jlathatxéﬁﬁnbsﬁént?é¥:%iKelih9°@=}
exists that the product was produced by the patent’e'd process
and . (2) .that the claimant has exhausted all reasonably

available means through discovery or otherwise to determine the

process actually used.in. the .production of .the product, . The .

burden, of overcoming .such.a BagsumPFiQﬂﬁwpul@qpéapautheedﬁﬁ?QQQHt
in an infringement suit: . Such.a defendant would normally be a.
foreign manufacturer, .an. importer, or.a purchaser. . .. .

:»::The approach.of .the Mathias bill.is simply to increase
EEOF@@Eieggﬁor:UiSa.PrQGessqaat%ﬁt§;Py,éééingfaxnewfS?Gt%Qn:SQé
35 U.S.C. §271 providing that “Whoever without authority imports
into or sells or uses within the United States a product made in
another.country by.a process patented in the United States shall
be llableas anlnfrlnger.“ SRR SRR mULE el
- The Mathias bill specifically states that importation.

into. the United. States.of.a product made in "another.country" .

Thus. the Mathias.bill is (1) limited.to products.

another country.and {2) makes "importation” ‘an.
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‘As 'a'practical matter both bills are ‘aimed ‘at products
manufactured abroad. “Both bills tend to rationalize ‘the United

countries.  However, the Mathias bill does not contain the

_Adminstraﬁiéﬁ‘EhﬁfﬁbGSél”fof"a'Eébhﬁféblé'bfésﬁmptidﬁJtHat a -

product will be deemed to have been made using a U.S. paténteéd -

process wheri discovery means have ‘been unavailing and are
exhausted. 7"

The ‘changes ‘which would résult from adoption of ‘either

| tHe Administration or Mathiad bills can be ‘apprecisted by '

reviewing ‘the proteéctions which dre ‘currently available to "

“'Swners of 'U.§ process patents under the trade laws 'of the

United ‘Statés. ‘Section '337°Gf the Tariff ‘At '6£71930 (19 " *
U.S.C. §1337) provideés “that unfair méthods of ‘Competition and™ -

infair“acts in“the importaticn’ofarticles into the United

- states, 'or’in théir’sale, aré @eclared unlawful- if ‘they’ haveé an

B

process coVvered by th

“efedt of tendency €6 destioy ot sdbstantially injure a T ¢

“domestic industiy Or ‘0 restrain ‘or monopolize trade-and © 7’

‘Gomietda’in the Ghited EEatdsl” iA 1840, Congiéss enscted

Section 337a (19 U.S.C. §1337a) which pits’ process patent’ '~
owners on the same footing as“prodiict patent holdérs before the
United States Intérnational Trade’ Commission' (¥ITC).” Section’

337a provides’ that”the importation 6f a’product made by a’

same” statis for-the pilirposes 6f! Section 337 as the importation

of_any'product covered by the claims of any U.S5. patent.

mciéiﬁéféffényiU.Sﬁ baténf*shéfi'héﬁewthé . B




,anewthe;ITCLhas-determined,that,such unfair acts or
unfai;umqthods-have,ngug:gd,=it,may;githe:_pe:mangn;ly exclude
-goods from importation, or direct that respondents before it
cease .and desist from engaging. in the unfair acts. or methods

 for which violations have been found.. These are the exclusive

remeaiggfayailgblg:indqg;ITg:pgqgeeﬁiqgcppde; Section 337a.
Therefore thefqg;gqgosgéblgfmgngtggy_;ecqyeryifqr“qhggmplainant
would be indirect, i.e. by using_;hg_lgve;agggof;ag}ITc action
to force a favorable 1icen§e ayreement or by making the sales
himself. .- ... .o S
| - :The proposed bills.would provide the following ... . ..
advantaQQSgover;anleC~actithunder_Seqtiqn;33?é:4 o
:zhaveran-action for-damages.or injunctive relief .. ..
. under :the ;patent laws, .The possibility.of . ... ..,
-recovering.damages for infringement does.mot... ... .:
. presently.exist under U.S. trade laws,

..... 1 .-w.(21e9°»9£90£dw091@ﬁbe,Eeggirﬁéatoy§h9wﬁthétg;ﬁ;,;
ffthe<e£f@0Fg9xeten@eﬁcygpﬁgthe;i@??rtﬁﬁiﬁnﬁgiS~t9,wﬁeva
. destroy or substantially injure an industry,.

economically and.efficiently operated in the .,

.- United States.. Indeed, many companies are ..

unwilling to.bring an ITC action, because they. ... ...

may be required to disclose sensitive financial

(1) ;holders-.of U.S. process patents would.: . ...~

"and other information in order t

case.
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" (3} no showing would be required “that ‘any

‘remedy “sought’ would ‘be in ‘the public ‘interest, ‘and- "' -

“(4) 'the ‘possibility of & Presidential ‘véto '

- 6f “an ITC exclusisn order would not be ‘preseént in '+~

“’an ‘infringement action.

% (8) d ‘complaint £6r infringement in federall’’

“Vdourt requires far ‘less détailed “information than- "

“does" aﬁ TITC complaint_ SRS

If the proposed amendments relating to proéess;pétéﬁﬁé
were adopted; ‘Section 337a‘wouldicdontinue to be &an épﬁion
available to holders of ‘U:S. ‘process patents. -In‘dertain v
circumstances, ‘theé ‘advantages of-an ITC actioni(i.e., speed, a

pro patént £érum; the ability to mébve-igainst goodsvcoming into

‘the country, “&nd’ the“relaxation of“the formal riles~of evidence

in ITC evidéntiaty heéarings), all might make’an ITC aétion a

preferable. Indeed, in“situations’whereé goods aré” imported

' through numerolis“channels”or where 'the “manufacturer is not

subjedfﬁtbipéiééﬁéi‘jﬁfis&iétiﬁn*iﬁ”é”fédéial“ééﬁft}5ﬁhe
ability to’ obtain’an éxélusion” ordes againét the indeming goods
at the ITC may be far’mote useful’ than the prospéct of bringing
numerous actions’'in the federal: courts agéiﬁétﬁihbdftérs or

customer's for'damages:or--injunctive reliefi’
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e icEstablishing infringemerit.in-a federal .court:action
based on.a ;process patent -presents many. problems of proof - not.:
found .in:suits based on product patents.: -Unless . the process:of

manufacture can-be:determined from.a physical examination of :: .

the ‘product, information necessary to prove -infringement must.:

be obtained -from ‘the manufacturer... ‘Howevery, when:the:

manufacturer .ig located1abroadwand.whenfﬁas:iS'frequently_theff

case,the manufacturer :is . one: or two levels removed fromitheu 2

imporferrwthére mayréxist,géxiOGSHjutisdictionalrproblems*bGth*
in obtaining discoveryvahﬁﬁsécuiingﬁmehningful;relief.ff*ﬂffwvw
FesoThier ‘Bdmindstrdtion ‘bill vattempts ‘to-deal with the
~difficulty:of obtaining:information about what:processes ofi:uy
mgpgﬁggtp;eiggquaqtuallyﬂgégﬁ,ghynpfesumingminfringementéas;:l
long ‘a@s there is . a "substantial likTihood of:infringément”.and:
reasdnablejeffortSuwere*madeato:secwre the&neédeduinformation:;

‘It sis cledr that «the fequirement: of:"substdantial:likelihood":is

. satisfied.when:the :patented process-is-theionky. krown method:iof

producing:aparticular-article,: The Administration'szanalysis-

of thé bill suggests the ﬂsubstantialalikelihO@d“ﬂrequi:gmentoj
could be:met by eviderice showing:that the:selling:price of .an
article ‘makes it certain:that. the patented method:was used.s @i
The Administration istatessthat "apatentee will:have to vu.:wui.
establish:imore:than:a:-skight, even:if-reasonable, possibilityh”

that theproduct was:so. . made."i:
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sadviThe {Administration bill recognizes that the' defendant,

-whether it is the 'purchaseror importer, will ‘be in‘a better:

position than . the:patentee . to pressure the foreign manufacturer
into providing-information about the: actual process used,: 5o

Whgtaveriindemnifidation=rights*the:purchaserSamight'havefalsOH

would be useful:sin this:regard. : However,. the bill%s «oni s

presumptionaofwinfringementhraises;questionsrof.dUe.proce535n?;

. because.:a:party:can be:.lidble for damages without:any actual: ..

knowledge '0f::the .process of : production used and with.no means;:

available,to;remgQSG‘thg4billhs:p:esump;iqngx
7 In:Section:337 actions ‘at-the ITC, :jurisdietional
questionshhafeebeenagreatly‘minimizedrhecausejthe-tegqlationﬁof

importatiqnawasxinvoLVed;:franEaled Airiv@mUwS;*Internatidnalﬁ

1981) “theCCPA ‘upheld :an ITC:exclusion:order of multicellular::
plastic film 'manufactureddbroad which: infringed:a U.S. process
patent::xTheuITcﬁsnﬁinding?oiarnf:ingementawaé;rargelylbaSedgon
the:inferences drawn :from- the:failures-by .foreign. manufacturers

to:provide discovery:or :participate:in the proceedings.: The

CCEA, " in:Sealed-Air; rejected alliarguments-based.on lack of.::

personal .jurisdiction:.and.stated that personal jurisdiction was
irrelevant to:an ITC proceeding, since-importation-"is:not:a.::
ve§tedxright@ but;ancact:ofigzace.f€53ensonalgjurisdictiongis;,

not a real concern before the ITCy cAs-long:as there .is..:

86
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., Under either the Administration or Mathias bills,.a. .
finding of infringement would.be applicable only against the, ..
_actggl parties to a federal court proceeding who might  then.be.
l}gble_f9;_q§m§ges_q; subject to injunctive relief. .Juris-. ..
dgctioq ove;;the fo;gign_manufagturgruof‘the goods would depend
on the:girqqmgtancgsqu_each‘pa;tigular.casg. ‘Additional. .
measures:to_ob;ain:information, as“a;e:inglygeés}p the
A@mipistrﬁﬁiPRHbilla gge,;hereﬁo;e,essen§ial.£o; apﬁ;meaningful

legislation on process-patentS.. . . ... .

.Almost. all of the major indugtrial countries.already.. .

have .provisions.in their, patent. laws protecting. process. patent:
holders f;pm:impqytsa,,Eer.example;;inmJapan.iméortation of ..
products.produced .using.the process.of :a Japanese:patent would:
constitute infringement. ..{Japan Patent Law, Article.2,... ri.:
paragraph . 3) ..The .Ad-Hoc Committee argues, .thexefore,.that. ...
legislation is.needed;because of the ineguity which exists.when
foreign.laws protect foreign manufacturers against.imports. ...

without the same benefit being available in the United States .

to _domestic manufacturers. . ..

-, »1.will now discuss the provisions of the Mathias bili,

dealing with domestic manufacture.of components for:assembly..
abroad. . .. i an wacae s et ol v lnt !
.The Mathias bill seeks to reversethe Supreme:.Court's:

decision. in Deepsouth.Packing.Co.

518, 173.U.5.P.Q. 769.(1972).  The

Ve baitram-Corp.,.406:U:8; 75

Court in.Deepsouth held-that = -
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domestic manufacture of all material components of a machine
for  assembly abroad was not ‘an infringement of a combination

patent which'covered the final assembled product. The Couit

'reaSOned“that"bééédsé’finEI:aésémblyfééék place outside of the
United States;, the pfﬁduétﬁﬁas’ndt "made" in the United States

‘and thereforé was not an infringement under 35 U.S.C. §271.°

The béeéédﬁth“deéiéién was widely c¢riticized as* =
demonstrating an overly technical approach to the patent laws,

particularly since the apparatus was in fact already"

~ substantially: "made"; ‘requiring-less than "an hour" for final

United States;was:cléarly*éimeéﬁatﬂévofaing‘thé*péteﬁt;

- “The“Mathias bill would add a new section to 35 U0.8.C."

' §271 providing’that-the supplying of the uncombined material™

compohents:6f"a patented’ invention in~the United States;

intending that stch componeits be combined outside of the'

United Statés, would be ah infringement of the patent. The bBill

requires both (1) an intention that the material Gomponents
will be combined outside the United States, and (2) knowledge
that if’ sich components were combined Within the United States

the ¢ombination would be an infringément of the patént. ° 16is”
not entirely clear whether components, if combined in the i
United-Statés; must be *known to infringe directly under Section

271(a) ot‘whether contributory: infringement undef Section ~

90
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. a staple article or commodlty of commerce seems “to;indicate
that supplylng standard components for comblnatlon out51de the
United States could amount to an 1nfr1ngement. h_”_ m

The Mathlas blll pr0v151on would: streﬁgthen the U.s.
product patent holder_and thetabg encourage domestic_
innovation. It is directed at.intentional evagion of a

patentee's rights. : However, it is possible’ that .adoption of

the prov1sxon mlght 51mp1y result in: further pressure for

In the coming months there will be Congres%iéﬁal
hearings and decisions on-these legislative proposals. I am
sure we all await the outcomé with interest.

Thank you.
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To amend title 85, Umted States Code, to merease the e[fectweness of the patentk
St : - laws and for other purposes: . ' T

- IN-THE SENATE OF THE UNITED STATES:

S - JUNE 23 (legislative day, JUNE 20),. 3883 .ivipo i
Mr MATBIAS (for himself, Mr, DoLe, and Mr. DECoNcINIG introduced the fol-
lowing-bill; which as tead-twicé and’ referred to the’Committée onthe Jus' 7 #7w 5

. diclary .

To amend title 35, United States Code, to increase the
effectiveness of the patent laws and for other purposes.

Be. it enacted by the Senate and House of Eepresenta-
tives of the Uniled Siates of America in Congress assembled,
That section 271 of title 35, United States Code, is amended
by adding at the end thereof the following new subsections:

“(e) Whoever without authority imports into or sells or
uses' within the United States' a product made in another

country by a process patented in the United States shall be

liable as an infringer.

W o N B Ol R W o e

[y
<

supplied in the United States the material components of a

192




9
“patented invention, where such:components are uncombined
in whole or in part, intending that such components will be
combined. outside of the United States, and knowing that if
-such components 'were combined within the United States the
- combination would be an infringement of the patent, shall be
liable as an'infringer.”.: 7 _ _ |
-+ 8EC. 2. Section 184-of title 35, United States Code, is

amended by—

- T B

e (1) ;&menﬂiﬂgi the  third-sentence-thereof by strik-

-y
-

ing out “inadvertently” and inserting. after: “filed:

[Ty

~..:abroad”’.the words: *“through error:and:without decep-:

ey
b

tive intent’”; ..

jury
L]

"o 0(2).adding af:the end:thereof the following new:

coparagraphioi ! S o w0

e
LS LR

“In the case-of:an application for.which a'license has:

=
a2

.-heen. obtained or an- application which-has been filed in the:
17 ;-._Unjte_(l}:S:ltates.=-2g_t§nt*a;nd;-'l‘gademark: Office for more than six: |
18 ‘months before th-e_\fi_li_;lg: in.a foreign country, and on which no*
‘19 secrecy order has been issued, a license:shall:not be required:

20 for any modifications, amendments; supplements, divisions, or"

21.. o_.ther-;i_nformationji-fi_le_d-~-in or transmitted to-the foreign-coun-:
22. -try-in-connegtion with: such. application-if-such modifications,”
23ﬁﬂmGRMGnts,supplements,dwlsmns,or .nformation.consist” . L

24 ..only.of the illustration,.exemplification, comparison, or expla~"

S 1535 IS
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3.

“nation: of subject matter specifically or generally disclosed in

such application.’”; -+ =0

o :Sme. 8. Section 185 of title 85, United States:Code, is

:amended- by adding ‘before ‘the period in' the.last “sentence

thereof the following: , unléss thefailire to procure: such

license was through error and without:deceptive intent, and

.the patent ‘does not disclose’ subject matter within' the scope

of section 181 of this title”.

i+ 8B 4. Section 186 of title 35, United States Code, is
‘amended by ' " ' |

soik (1) 'strikingout: ““whoever; - in violatipii: 6f *the pro-

visions of section 184_ of this title,”’; and:+ =+

oot (2) dnserting “siieh’ after: “in respect of any”
_ g P y

SEc. 5. Section 103 of title 85, United States Code, is*
¥ ame‘ndéﬁ«by?addingi‘s;t the end thereof thefollowing: 3
2 5*Prior: art:shall ‘not include unpublished - information -
- which: is-developed: by -the’ applicant: singly ‘or. jointly ‘with’
 others, or-which is known to the'applicant only: byvu‘tue of’
his.or her employment.””. - [ lad cad sl e s
- ani2SEe. 6:-Section 1167of title: 35, United States: Code, is*
»-amended- by amending the first paragraph to:read as follows:”

e “When' twoor miore ‘persons have made-inventive ‘con-

theyshall: apply:for: patent jointly and" each: shall*sign~the:

application and make the required oath, except as otherwise

5 1535 18

e it

93-tributions-to the-subject~mitter:claimed-in-am - appioation; i e
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provided in this title. Joint inventorsneed not have made an

ifiventive contribution to ‘each claim of the application,”.

7880 . Section 135(z) of title 35, United ‘States Code,

is amended by adding at the end thereof-the following: “Bvi-

dence o establish priority ‘of invention in acordance’ with

settion 102(g) shall be provided by affidavit.”.
SEc. 8. Section 135(c) ‘of title 35 United States Code,_

"1s amendedby_

(1) “inserting “before - “shall ' render” in’ the " third
“Seritence the following: *  unless such’ failure * was
' through'errof and without deceptive intent,”; dnd

“4:(9)’ striking ‘out the*words “during the six-month

period” in the fourth sentenice and“within “the" s1x-'i

s menth penod" in “the ‘sixth sentence

amended by adding at'thé’ end " théreof thefo]lomngnew

subsectmn

“contest o or any aspect thereof by a,rbltra.tlon The partles shall'

give notice of any arbltratlon award to the Conumssmner )

and such award shall be dl_SpOSlthB of the issues to which it

relates. The arbitration award shall be unenforceable until

Sec. 10. (a) Title 85, United States Code, is amended

by adding after section 294 the following new section:

<. 'SRC.79. Section’ 135 of title 35, Uhited --Stéiteés‘“doaé, is

(d) Paxtles to a patent mterference may determme such'
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18 ﬁ"_to all unexplred Umted States patents granted before or. after;

19

8295 Licensee estoppel .. .

3 “(al)j. A-i_liqez;see: shall mot. be estopped. from asserting in

- judicial action  the-invalidity of any patent to.which it is
licensed, Any agreement between the parties to a. patent

. ﬁcéﬁse - agreement. which. purports to bar. the, licensee from

asserting the ‘inva,lidity -:of -anjr Iice;;s_edl patent.. shall. be

: :unenforcea,ble as:to tha,t provision. - .. ...

“(b) In the event of an assertion of mvahdlty by 'the

 licensee in a judicial action, licensee and licensor shall each
have the right to terminate the liconse af any time after such
assertion, Until so- terminated by either party,;the licensee
.Sh&u-:P&y-f'allﬁl' the .Iicénsqn,. shall receive the. c@psideration set.
in the license agreement.”’, . | by

(b) The. table . of sections for. chapter 29 of. title 35,
United States Code, is amended by adding after the item
relating to section 294 the following: ... . o

“295. Licensee estoppel.”.

“the date of enactment of thzs Act

S 1535 1S

SEG 11 The a,mendments made by | thls Act shall apply_,.




Committee on the Judiciary
. Housa of Representatives

‘Pafervid o Su‘b ori’ Courts Civil Liberties,

£ 2 thz Administiration of Justice
Ch::”.» 1, Hon. Robert W. Kastenmeier '
Counsel, Mr, Michael J. Remington 1

St 2 ,—1[ lg ’gg

"H2HLR.3577

To' protect patent. owners from 1mportatlon into the Umted States of unpatented
.. goods made overseas by use of patented processes. . . . 1. -

IN TH:E HOUSE OF REPRESENTATIVES
Jum 14 1983 o

Gommltt.ee on the J udxcxary _

A BEE_.L

T.o. 'protect pa.tent Owmers from nnportatmn mto the Umted

" States of unpatented goods made overseas by use of patent*"'
cedr processes B T nomtopant (9 by *
7 enocted by the Senate omd House of Pepresenta-
“lives of the United States of Amemca in Congress assembled ;

%‘That section’ 154 of tltle 35, Umted States Code Jis amendedi

':"by msertmg after ¢ mventmn the second time it a,ppea.rs the"' '

e rdé n, &nd if the mventlon is a process “of ‘the nght to""'

exclude others from using or se]lmg products produced ‘there-

Ir

by,”. |
Sro. 2. Section 271 of title 35, United States Code, is

© o A @ ooy w o8 e

amended—
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(a)(l) and , _
(b} by msertmg the follomng new paragraph
(a)(2):

“(a)(2) Tf the patented invention is a ‘process, whoever

_without authority uses or sells in the United States during

the term of thé patent therefor a product produced by such

process infringes the patent.”.

SEG 3. Title 35, Umted Sta.tes Code, _15 amended by_

addmg the follomngﬂne sectxon 295
“g§.295, - Presumptxon .product produced by patented
process SRR BRI PN P SR DU S T R
“In actions alleging infringement of ‘& process patent

based on use or sale or _‘:_duct produced by the patented

process, if the court ﬁnds (1):' that a suhstantlal hkehhoodﬁ

j‘emsts that the product wa,s produced by the patented proccss;‘

a.nd (2) that the claunant has exhausted all reasonably a,vmla—

,_”ble means through dlscovery or, othermse to. determme the
_‘i‘;process actually used in the productlon of the product and
_;gwa.s u.nable 30 to detcrmme, the product shall be presumed to-
_,E__Aghave been 50 produced and the burden of. estabhshmg Lhat

2 the roduct ‘was not produced by the process shall be on the

o

(a) by rede51gnat1ng subsectlon () as paragraph

Pal'ty assertmg that 1t was IlOt SO produced ”, :V_ “::,‘;' D
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To promote research and deve lopmmt cncuurnge innovation,: stimalana’ mdu. and
" make necessary an nppropnute amendmema to tho antifrust, patent, and
COP)TIEh. laws. . i : R EI STRRT RS e

IN THE HOUSE OI‘ REPRESENTATIVES

SEPTEMBIR 1‘-3 1988

~ Mr; MooruRan: :ntrcnduced the following itk “hnéh wat Toferred to the
Comm:lteu w lhc J Ildlclﬂl‘}

A BILL

and de\clopment encourage mnovahon.

To promote resear
: nd ‘make” nccessa

stimulate® ""triid'é,

- ; amendnients -to *this* anmrust pawnt ang | copynght Taws.

t

TITLE I—SHORT TITLE
CTBECI101. Tlns Act mey be cxted as the "Nntlonal Pro-

'+ duetivity and Innovnnon Adkof 19887 T

3
4
b
6 TITLE H_Jomtr RESEARCH AND DEVELOPMENT
8

Sec, 201?or pﬂfposcs-a‘tms"titl‘e—‘

Coumence, CLEARING HOUSE INC,,

~‘Be il enac!ed by ke Senate o:nd House of Reprcsenta-:

: tives of the Uniled Stales of America’in C'ongresa as.sembled, '

2

1 (1) the ferm’ “joint fesesroh and: developmerit pro-
2 gram' means<s
3 “(A)theoretical analysis, expleration, or ex-
4 L perimentations oy v S T T
3B s v (B) the extension - of investigative: findings »
6 * -end:theories o a‘*Scientiﬁc.or_technicﬁljinature‘iinto
1 + = practical” application, including ‘the experimental
8 : production'-fand-:tes_ting of’ ;nddcls, devices, equip-
9 - ment;-materials,” and processes; - :
10 #ito-he qan‘iedout-bj":two or more independent persons:
11 Provided, That for purposes of this-title, such a :pro-
12 o jroo.gram may iﬁclude the establishment of [acilities for the
13 o :t;-con!:luct--,of:-research,' the col!ccting.'a_nd exchange of re-
14 : .+ search. information, the canduct :of research on:a pro-
15 .. :--tected-and proprietary basis, the prosecution of applica- '
6 tiohs;-for:-patents,- .thé gronting . of licenses, . and any
17. - other condugt reasonably necessary and. appropriate to

18 :ooisuch-programy <o oo

A9 wrvereonn(2) the term - Nantitrust Jaws' has the meaning

20 .- - given it-in section 1 of .the Clayton -Act (15..U.8.€.

21 12), except that the term shall also-include section 5 of
2 “the Federal Trade Commission Act.(15 U.5.C. 45) 10

i the extent that said:section- 5 applies to.unfair methods

24 - ool competition ooy e

HR 2438 11
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. 22 a.nd thecoat

: 3 .

(3 f.hb term *Attorney General” means the At-
bornay General of the United States; and

4y rﬁe term "Comnusswn means the Federal

Trade Comxmssnon

‘117880202, ‘?No Jomt ‘resetirch Aﬁ::i"il""iigi'g‘lopment prngram

ghall be deemed"llleg&l per se in' any actlon under the a.ntt-
trustlawsi e mpwoam i

Sec. 203. (n) Notmthsumdmg the’ provxsmna of seetmn
4 of the Clayton Act (15 US 0 15) any parson entxtled bo

bcen ﬁled' wit ;the Au,omey Geners.l and the Comm:sswn

14 pursuant to aectlon 904 sha.ll recm.;er the actual damages by
15 him Susta.med

16 visions' of section 19617 of htle 28, United States Code, on

17 such:aetual-da ages [o ‘the' pen 'd begmmng on the date of

18 nemce of a{uch pcraon 3 pleadmg aettmg forth 8 Glaim under

19 “the antitrust | !

and endmg on the date of judgment, such
20 interest to be‘u@u‘s‘bed by the court if it finds that the award

21 qq;;gl_i o, part ch interest is unjust m the

i cumshances,

”mcludmg £ reasonab!e attomey L feer

dmg the provm:ons of section 40 of the

25 re]nef in an actlun under said section 40 based on conduct

HR 3378 IM
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that is part of & research and development program and that

: ia engaged-in after.a notification disclosing such conduct has
. beeri filed:with:the Attorney:General and a.nd. the Comuis-
-, sioh ﬁgraugnt_vﬁo:gsqg:tio_n' 204 ghall be -awarded as monetaty,
- relief tho total:damage; sustained-as deseribed in. paragraph
(1) of ;ﬁubsec,tion;(a_).‘o(. said section 4C, interest calewlated in
. aecordance with the::provis;ior_;s-o[-' section 1961 of title-28;
s United: States Code, on such totel damage for the period be-
| ginning'on the date of,-seni'i‘ce-_'oE guch-State’s pleading setting.

forth & claim under the antitrust lewsand ending on the date

1. of judgment, such. interest to-be adjusted by the court.if:it
: finds that the. award of all or. part of such interest ig-unjust.in
. the circumatances;: ancl the cost of suit; including & reasonable

: attorney’sfee.”

SEC.:204. (s). Any pérson-participating in:a jointire-

: search.and developroent program may. file. with: the: Attorney -

- General and:the: Commlssmn & notification disclosing such

program, Suchnotification' shall specify.the identity of:the

 partied participating in:the program, the nature,.scope. and

duration of: the: program, ‘and ‘any’ and:all encillary ‘agree-

; ments of unﬂersta'nding'af Only condict specified in 2 notifica: -

- tion filed pursuast to this‘section shall be entitled to the pro-

tections of section:203. - -

(6)(1). Except as provided in subsection (d), within thirty

days of the filing of any-fotification’ pursuant o this gection,
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subrmtted 83 pa.rt o[ such notrﬁcmon n

5

terms the partrcrpants the program and lts ob;ectwes

'thc pubhc upcm request wrthm thrrty days &Iter thelr aubmrs-_ 4

sion to the Attor ‘ey General and the Comrmssmn

_ tron may requestf tha.t 1nformetmn or documuntury rnatenal )

Pdocumentery matcrml should nnt be made pubhc state the,__

) mlmmum penod { trme uunng whrch nondrsclnsure to thn_l

iE

:pubhc is eonsldered necessary, and ]usttfy the request for
_ nondrsclosure 1o r he publrc hoth 2s o content, a.nd tlme The__.
Attomey Genera.l and the Commlsswn she!l consult w1th oneo .
a.nother wrth respect to eny, such request, and each in 1ts ao]e_
dJscretlon shall make a final determmatlon 88,10 whether

'good cause for nondrsclosure to the: pubhc haos been shown.

Any | mformatlon or decumentery material that is withheld

from disclosure to the public. pursuant to this subsection shail: .

be -exempt - from disclosure . under--section . 552 . of title. 5,

;Umu:d States C—ode e G e sr i

Hit 1ats 1t

.......

(2) Except es prowded n subsectmns {c) a.nd (d), nll m-"
formauon and documentar) matena] subrmtted 28 part of a‘_.

notrﬁcutron filed pursuant to thrs secuen sha.ll be avm!&ble to,r

n mmg 8 notdrcatmn pursuant to thrs sec- '_

be made pubhc

shull specrfy premsely .what mformatron or

18

20
22 .

23
24

6
(d) Any person who has filed & notrﬁcatwn pursuant to
ttus sectmn ma.y wrthdmw such nouﬁcatron pnor to the time
at whmh nouce of such nouﬁcatron is publrshed in the cher-
a.l Reglster and ml'ormutron and documentnry rnntena.l sub-
mrtted 83 purt o[ such notnhcatlon is rnnue pubhcly evmlable
pu.rsuant to subsecuon (b) Any nntrfu.atmn 80 thhdrawn

shell ha.ve no force or eﬂect notrce o[ such nutrﬂcntmn shall

not‘ be pubhshed in the Federal Regrster, and no mIormatmn '

or ocumenta.ry matenal subrmttcd as ps.rt of such notlﬁcs.-

tton sha.l'l he m&de pubhcly a.vmlable

(e) Actmns taken or not taken by the Attcomey General

and the 00mm1ssmn response tn or W1th respect to notrﬁ-
cations ﬁle& pu:5unnt to this sectron, mcludmg wrthout limi-
tation deterrmnn.tmns regs.rdmg the content of notrces pub-
lished or to be pubhshed in the Federa] Regmter pursuant to
suhsectron {b), the wrthholdmg from publrc digclosure of infor-
matlon or. documentery material pursuant to subsection (c),
nnd whether to. mstltute antltrust or other investigations or
enforcement actions shall not :be,_,s_ui:)_]eet_ 4o judicial review.
., TITLE II—INTELLECTUAL PROPERTY
LIGENSING UNDER THE ANTITRUST LAWS
:5£0.-301..The Clayton-Act, 8s smended (15 ;U.S,C.-;i2

“et-seq.); is amended: by renumbering. scetion 2788 section-28

-and:by-adding the following new section 27: -
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g0t

trust laws. .

. aa.:d secnon

ice of such person_s plea.dmg settmg forth 2 cIalm under the

1 all or part of 8

'_ Staton Code, on such total damage for t‘___

. 1
“Sec. 27.§ (2) Agreements solely to convey rights to use,

«;pragtice, or _s_ui:_alicense patented inventions, copyrights, trade
; secrets, ;ctredeniia:ks—,: know-ho_w-, or other intellectual property

~shall not be. de_f;emed' illegal por ge in ec_‘:t‘iprl;s,junde:r__.;hq anti-

b)) Notvnthstendmg the, prov:smns of section 4 of

..this Act . 2ny gerson entntled to. recovery in gn actmn under

Kbased on en sgreement. deacnbed in, subsechon

:(a) of th:s sec\ n, she]l Tecover, the actuel damages by him
N susmned mterest ca.]culated in s.ceordance _with the prow-

4smns of sectaol 1961 of tﬂ:le 28 Umted States C-'ode, on such

_ ecr.ua.l dnmages for the penod begmnmg on the date ef serv-

' the cost. { smt mcludmg & reasonab]e attorncy ] {ee_ .

| "{u) Notwnhsta.ndmg the prowsmns of secnon 40 of tlua

'Act amy Statu enm.led to monctary relaef m on a.ctlon under

"'sa.xd sechon 4C bnscd on an agreemenr. deaenbed in eubaec«

”hon (a.) of thm secuon shaIl be awarded 88 moner,ary rehef the

wtel damage austmned ag desenbed in pnragrs.ph (1) of sub-

sectson (a} of d sectlon 40 mt.erest

Teul ted m sccord-
ance wnh lhe prowa:ons of aectmn 19‘ 328,Umwd

0 period boginring
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‘ 8
on the date of setvico of such State's pleading setting forth o

- claim:under. the:-antitrustlaws~and-ending. on the date of
> judgmént, such:interest to-be adjusted by the court il it:finds.:

. that the award of all or. part of: such interest-is unjust _i‘r'l;-\the

circumstances, and the cost of suit, including. a reasonable

. attorney’s fee.”

& TITTLE: IV——PATENT AND COPYRIGHT MISUSE

:samended— . e SR
L redestgnetmg subseetlon (c) a8, parageph
(c)(l). BN

(b) by redes:gnatmg‘ aubsectmn (d) a3 puragraph
(c)(2} and , o o
(c.) by eddmg the followmg new suhsectlon (d)

. “(d) N pa.tent owner othemse enmled to rehcl‘ for m-

frmgement or contnbutory mfnngement of a po,tent shall be'
demed relief or deemed g"mlty of nususe or 111ega] extensmn
of the patent nght by reason of hm hevmg done one or mnre
of the followmg, _unless such conduct m vmw eE the clrcum-
stances in whlch 1!. 1u employed v:o]ates the anhtruat Ia.ws
( l) llcensed the pat.ent under terms the.t aﬁect commeree out-
s:de the scope of the petent 8 e]mms. (2} restncted a hcansee
of tho pu.tent in the sn.le of the palcnted product or :n Lhe sale

of a 1 duct mede by the patented procens, (3) obhg&tcd &

]lcen 8 af tha patent to pay ro; u.ltleu thaz du’[er from those

HR 3878 {H
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paid by another hcenaee or that are a.IIegedly excessive, (4)
obligated a hcensee of the patent to pay royalties in amounts

not related to the.;llcensce s sales of the patented product or 2

product made by the patented process, (5) refused to license . -

the patent to n.ni;; person, or (6} otherwise used the patent
altegedly to suppress competition.”,
Sec. 402, Subsacuon (o) of section 501 o[ title 17,

. United States que. 18 amended by adding at the end thereof

the following:

“No copyright owner otherwise enﬁtled to relief for infringe-
ment of & copy:_-ifght. under thig title shall be denied relief or
deemed :g-uilty of misuse. or illegal extension of the copyright
by reason of his":= having done ane or more of the {ailowing,
unless such conduct in view of the circumstances in which it
is employed, vmlates the antitrust laws: (1) licensed the copy-
nght under terms that effect commerce outside the scope of
the copyright, (2_) restricted a Jicensee of the copyright in the
gale of the -copyi:'ightcd work, (3) obligated a licenses of the
copyTight to pay ro;alt:cs that differ from those paid by an-

hat are allegediy excessive, (4) obhgn,ted A

HR 3378 JH
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TITLE V—PROCESS PATENTS

Bro. 501, Section 154 of title 35, United States Code,
is amended by inserting after “‘invention” the second time it
eppears the words *, and if the invention is & process of the
right to exclude others from using or selling products pro-
duced thereby,”.

Sec. 502. Séction 271 of title 35, United States Code,
is amended— - :

(8) by redesigﬁating subsection (e) as paragraph
{2)(1); and -

{b) by inserting the followir;g new paragraph
(2)2):
“(a)(2) If the patented invention is n'process, whoever
without suthority uses or sells in the IIInited States during
the term'of the patent therefor & product produced by such
process infringes the patent.”, _ _

Sec. 503. Title 85, United Stetes Code, is amended by

adding the following new section 295:

“§ 295, Presumption: Product Produced by Patented Proc-
BBS.-

-, “In actions alleging infringement of a process patent
bascd on use or sale of & product produced i)y the patented
process, if the court finds (1) that 2 substantial likelihood
exists that the product was preduced by the patented process

and (2) that the claimant has exhausted all reasonably availa-

HR 3078 1H
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_rble mc&ns through d:scovel‘y or otherwise to determine the

was unable 59 to dcte'mme, the product ghail be presumed to.,

_ha»c heen so prod ied and the burden of estabhshmg thati._:,-,

the proﬁuct wn.s no
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TARIFF .ACT OF 3930

§ 1337a. Ymporiation of products produced under process
covered by claims of unexpired patent

The importation for use, sale, or exchange of a product made, pro-
duced, processed, or mined under or by means of a process covered
by the claims’.of any unexpired valid United Staies Jetlers patent,
shall have the same siatus for the:purposés:of teclion 1387 of this
title as the 1mporiabon of any preduct or article covered by the
clzims of any unexp:red vahd Umted Staies letters patenL

T July 2, 1940, ¢, 515, 54 Stat 724
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19 § 1337 - TARIFF ACT ‘OF 1930 Ch. 4

} Unfau' prachccs in zmport trade

n nl. meﬂ\ dl nl’ tompelillnn ecla ] un!au ful "

(a) Unfan-‘ methods of comnet:’uon and unfalr acts m the impor-
tation of articles into the United States. or in their sale by the own-

-er, imporier, consignee, or agent of either, the effect or lendency of

which is to destroy or substiantially injure an industry, efficiently
and economically operated, in the United Stales, or to prevent the -
establishment of such an industry, or to restrain or monopolize
trade and commerce in the Uniled Siates, are declared unlawful,
and when found by the Commission to exist shall be deall with, in
addition to any other provisions of law, as provided in this seelion.

Investigntlon of viclutlons by Commisnion; time Mrolts

{(b)(1) The Commission shall investigate any alleged violation of
this section on complaint under oath or upon its initiative. Upon
commencing any such investigation, the Commission shall publisk
notice thereof in the Federal Register, The Commission shall con-

- clude any such investigafion, and make its determination under this

section, at the earliest praclicable time, but not later than vne year
{18 months in more complicated cases) after the date of publ:cahon
of notice of such invesiigation. The Commisston shall publish in
the Federal Register its reasons for designating any investigation as
2 more complicated investigation. For purposes of the one-year and
18-month periods preseribed by this subsection, there shall be ex-
cluded any period of time during which such invesfigation is sus-
pended because of proceedings in a court or agency of the United

140

106




gtates involving similar questions concerning the subject matter of

_-..such investigation, e _ T R

s a(e) CDuring the course of-each investigalion under ihis section,
i the: Commission. shall consult with, and seek advice:and information

‘¢ o 4rom, the Depariment of Ilealth; Eduecation, and Welfare, 1the De-
oo pariment of Justice, the Federal Trade. Commission, and.such other
~depariments and agencies as it considers appropriate.

7 (3) Whenever, in the course of an inhvestigation-under this sec-
“"tion, the Commission has reason 1o believe, based on information be-
fore it, that a mattér, in whole or in pari, may cormie ‘within the pur-
“ yiew of seciion 1303 of this title or of part Il of 'sublitle TV ‘of this
“chapler, it shall promptly totify thé Secretary of the “Ireasury so
“{hat such action may be taken as iscubth'erwise'-ailth‘orized by such
section and such Act. If the Commission has reason to believe the
matler before it is based solely on alleged acts and effecls which
are within the purview of %ection 1303, 1671, or 1673 of this title, it
_-shall lerminate, or not institute, any investigation inlo the matter.
'If . the_ Commission has reason to believe the mattér hefore it is
‘based in part on alleged acts and effects which are within the pur-
. view of section 1303, 1671, or 1673 of this title, and in.'pari on al-

- tion.with those within the purview of such section, establish a basis
_for relief under this séction, then it may institute or continue an in-
"vestigation into, the matter. "If the Commission notifies the Secre-
tary or the administering authority (as defined in section 1677(1)
of this title) with respect to a matter under this paragraph, ihe
.. Commission may suspend its investigation during the time the mat-
... ier is before the Secrélary or administering authority for final deci-
" sion.. For purposes of computing. the 1-year 'or 18-month periods
... preseribed by 1his subseciion, there shall be excluded,such period of
_suspension. _Any final decision of the Secretary under section 1303

“of 1his title or by the administering authority under section 1671 or
1673 of this title with respect Lo the matler within such section
1303, 1671, or.1673 of this title of which the Commission has notified

- the Secretary or.administering authority shall be conclusive upon

" ;- -the Commission with respect to the. issue of less-than-fair-value sales
: - or subsidizalion and the matters necessary for such decision.. . .

Jeme o UPeterminationn) Fevlew T Lo
7 (e} The Commission shall:determine, with: respect 1o each investigation
opducted by it under 1his section, whether. or not there Is a viclation of
his seclion, - Each determination under subsection (d) or (e) of this see-
"tion.shall be made on the record after notlee apd opportunity for a hear-
" ing.in conformity with the provisions of stbchapter 1l of chapter 5 of Ti-
‘De Bi7AN lepal and-equitable deferises may be: presented.in -all cases.
.- -Afiy.person adversely affected by -a {inal determination of the LCommission
- under. subsectlon- (d),. (e}, or, (1) of this section may appeal such deler-
mination 1o the United States Court of Appeals fof the Federal Cireuit
for review in accordance witli“chapter.7 of Title 5. : Notwithstanding the
foregoing provisions of this subsection, Commission determinatllons under
subsections (d), (e), end (f) of ihis seetion Wilh respect to its findings

g tlie public health-apd-wellare,. competiflve conditions fn the United .
States ecopomy, the production of Wke or directly competifive artigles in
the Upited States, snd United States consumers, the amount and nature

of bond, or the appropriate remedy shall be reylewable dn accordanq_e
with sectlon 706 of Title B, :

- Jeged acls and effects which may, independently from or in conjunc.
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(d) -} the Commission delermines, 25 a result of ‘an mvethga-
; '1tmn under this scetion, that there is vicolation: of this. section, it
shall direct thal the articles concerned; imported by any:person vio-
- #lating the provision of this seclion, be excluded frém entry.into the
“ Uniled Slates, unless, afier considering the 'effect of such.exe]usion
upon the public health and welfare, competitive conditions-in the
. United .Biales; Lconomy, the production:of like or directly competi-
.-live articles in the United. Siates, and Umted States consumers, it
o finds, thatl such ariicles should. not.be: e:.cluded from entfy. The
* : Commission shall:notify:the Secretary: of ihe Treasury of ‘its action
-, under:-this subsectmn ‘directing such exclusnon dfrom entry. and upon
_: receipt oi’ ‘such notice, the Secretary ‘shall, ‘Lhrough the proper offi-

" .. cers,: refuse such entry. e . : i .

Excluulon or nrilr:leu irnm enlry durlng Invenignfion K
' ==eep! unde- )mnd

. (e) 11‘ durmg the course of an mvest:gat:on under this ‘section,
the Commlssmn determmes that {here is reason {o believe that there
s a vlo]atron of this’ sectxon, it: may dnrect that the ‘arficles con-
; 'cerned 1mported by any person with respect to whom there is rea-
“son- to Jbelieve that 'such person’is violating thrs sectron be excluded
. ____from entry mto the Umted States un]ess, after consadermg the ei-
,":fect of such exc!usron upon the publlc health and welfare, compet|~

B tn'e condztlons in the United States’ economy, the productmn of like
or d:rectly competxt:ve artlcies in the’ Umted States, and ‘United
4Sf.ates 'dnsumers, it finds that such articles should not be exeluded
Trom’ entry. The Comm:ssxon shall notu'y the Secretary of the Trea-
sury of ite action ‘under th:s subsectlon dlrectmg such exclusion
from. entry. and upon recerpt of such’ noilce the Secretary shall,
!through the proper offxcers. refuse such entry, except that such ar-
hcles shaH be’ entlt]ed to entry ‘under bond determined by the Com-
=__rmr.sn:m and prescr:bed 'by the Secretary

. Celnc and derlst erdeﬂl Teivil penn\ly i‘or \I.nintlon of 'nrde}l B}

(f)(l) In Heu -of taking actmn nnder subsection: (d) or (e) of
this sectlon, ‘the” Commission may issue and ‘cduse 1o be served on
any-‘pérson’ vm]atmg ‘this-section, or believed ‘o  be violating this
_ section, as the case may be,.an order direcling such person to cease

“and: desmt from engaging in: ‘the unfajr methods or acts. involved,
"'unless after conmdermgf the. effect of “such’ order  ipon the public
:health and, welfare, competltwej conditions 'in ‘the ‘United: States
-eccmomy, the product:on of hke or: dlrectly cnmpetxtlve art:cles in
- the Unifed States, and Umted States consumers, it f:nds ‘that such
order should not be issued: The- Comm:ssmn may at any {ime, upon
' such notxce and m such manner as it deems proper, modlfy or re-
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&4 7 whieh!such: determmatmn is based:

voke any. such order, and, in the case of a revocation, muay t.xke ag-

"ot under subsection {4) or (e) of this section, as Lhe case may be.

(2} Any person w ho violales an order issued by 1he Comumission
under paragraph (1) after it has become final shall forfeit and pay
1o the United States a.civil pemlty for-each day on.which-an impor-
:1ation, of arhcles. or thelr sale, oceurs in violation of the.order of
.. ol more than ithe greater of §10,000 or the domestic.value of the ar-
-,,_{u:les entered or sold on such day, in \rmlatmn of the order. Such

L penaliy shall accrue to the Uniied States and may be rocovered for

ihe Uniled States in 2 eivil action brought by the Commission in the
Federal District Court for the District of Columbia or for the dis-
tricl in. which the violation® oceurs. Tn ‘such actions, the United
'Sf.ai.es digtrict courts’ may -issue mandatory 1nJunctwns mcorporatmg

5 ibe relief sought by the Commlssmn as they deem approprlate in the

enforcement of such fmal orders of the Commxsslon. o

Relerrn io l‘remﬁ-:rn S

. (g)(l) H the Comm:ss:on determmes that. t‘nere 1s a vJolahon of
.- this section, of ‘that, for pirposes of subsection -(e)-of: ‘this.section,
there s ‘Teason Lo believe that there is guch- a- violation, jt'shall—

(A) publish such determinatinn in the Federal Register, and
{(B) fransmit to the President & copy of such determination

and the action taken under subsection (d), (e), or (f} of this
section, with ‘respect ‘thereto,; together w:th ‘the record upon

eI before the “close of the Go_day penod begmmng on the

day after the day on which he receives a copy of such delermina-

. tion, the President, for policy reasoné, ﬁzsapproves “such “determina-
_'hon and notifies the Commission of his disapproval, then, effective
on the date “of such- not)ce, such determmatmn and the actlron taken

‘under subsectmn {4), (e), or (f) of thls sectmn w:th respect‘thereto -

‘shall have no- force or efi'ect

(3) Subject to the prowswns of paragraph (2), such determma-
iion shall, except for purposes of subsection (c) of this section, be

effective upon publication thereof in the Federal Register, and the .

action taken under subsection (d), (e), or {f) of this secticn with
respect thereio shall be effective as provided in such subsections,
-excepl that articles direcled to be excluded’ from entry under sub-
section (d) of ‘this section or subject fo- a cease and desist order
under subsection () of this,section shall be entitigd Lo entry under
. bond determined by the Commission and prescnbed by the Secrelary
until sueh delermination becomes Imal

(4) If the President does. not. disapprove such delermination
within such 60-day period, or if he notifies the Commission before
the ¢lose of such period that he approves such delermination, then,
for purposes of paragraph (3) and subsection (¢) of this section
such determination shall become final on the day after the close of
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such anod or the day on \\hlch Lthe Pres:dent notlf:cs the Commxs-
wn oi' hls apmma‘ as the case may be N

. N l'erlod of etfecilveners . "
(h) Except as proudcd in' ‘subsections (f) and (E) of- th:s see-
" Aion, any exclus:on irom entry-or order under thls ‘section’ shail con-
U finue ineffeet unti] the Commisswn Tinds, 'ang in'the cage of exclu-
sion‘from entry nolifies the. Secretary of the Treasum that the con-
e 'dx‘uons whlch led 1o such exclusmn from entry or order no- longer
g exxst : . :

; . Imporlnuoa 'hy or !or Unhed Stnien :
.. (I) Any excluslon from. entry or order under snbsecuon (d),- (e) or
o (l’) of this section, in cases based.on- -elajmis of United States letters pat-
ent; ‘ghall Dot apply ‘1o~ any artlcles hnporled by and Ior ‘the use’ of the
United States, or imporied for, and 1o be used fof, the United States with
ihe suthorizaiion or copsent of the Governmeni, Whenever any ariicle
would heve been exciuded -from .enfry. or would not heve been entered
.pursnant to the provisions . of such subsections. ‘but for the operation of
Y% this aubsection S patent owner adversely” alfected shall be entiiled to rea-
“'sopable ‘and:-entire compensation in &p actlon’ before:the’ United States
.;7Clalims, Court pursuant-1o the.procedures of Becﬁon 1498 of Title .28,

. Dcﬂnlilon et Uhlted sl-tel .
(J) For purposes of this section. and sectlons 1338 and 1340 of

e'—Umted States a5 defmed m general headno e 2 oi the Tariff
hedules of the U ted Stai.es

__'__Esss §9(c)(1). 72 Stat. 679; Jan. 3, 1975, Pub.L.
"841(a), 88 Stat 2053; July 26, 1979, Pub.l. 96-39, Title I, § .
306(b)(1), Title X1, § 1105, 93 Stat, 13,7310,

_ this title, the term “United Siates” ,means the customs ferritory of -
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Speaker- Naokl Kyomoto, NEC Corporatlon S e

Abstract' o

The- status of legal protectlon gok computer:. software
in Japan has made a remarkable change since 1982. .
There have been ‘four Court ‘judgments or decisions ~ ¢
affirming the protection of a program for a computer
_.game under the Copyright Act. There have also been .= . . ..
“two’ judgmehts 2ffirming the protection of comgputer T U
-software: under: the: Act-for. the Prevention of:. Unfair:
Competition. . .. . . . o

The Japanese Patent Of;lce, which: publlshed TRECIE R v B S S e
"Standards for the Examination of an: Inventlon

Relating to a Computer Program (Part 1) in December

1975, publlshed "Guidelines for the Examination of

an Invention Relating to Mlcrocomputer Applled
Technology"” in December: 1982, and: declared its"
w11llngness to accept the, paten*abllltv of} fcr
-examplé, the control for a microwave oven, process
control-apparatis ér like.applied  apparatus. provided
with setting and detecting means. e

The Agency for Cultural Affalirs is studying the
reinforced protection of computer software under
the Copyright Act, and the Ministry of International
Trade and Industry contemplates the protection of .
computer software by a new act which will introduce R
a system for its registration. %

~Phis -paper.will.report the status in detail, and
point out the necessity of “introdading i hew act:
or revising the Copyright Act drastically to
achieve the proper legal protection of computer
software in Japan.
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1. zIntroduction

The growth of the computer industry has brought .about .a. rapldly
increased attention of the people concerned with the' legal
protection of computer software. —Particularly since 1982,

the development“of-the legal: protectlon for computer software

has been remarkable.in the judlc1ary an :executlve, branch,ww

compared with the past. o

A lot of papers have been publlshed on’ thls subject in Japan.h
'since 1981 “and have been 1ncreasmng year by year (1)“(73)
- A table is annexed hereto to show those papers as c1a551f1ed by )
‘the magazine in which each paper was published, and the month

and year of. publlcatlon. The numbers appearlng 1n the table

correspond to thc;e;used 1n the blbllography

This paper w1ll report the trend of the relevant court dec151ons
and the relevant act1v1t1es “of:the governmental organlzatlons,
and outline the authors' position concernlng the legal pro-'

tection of computer software..~

* Naokl Kyomoto :oLegal protectlon of Computer
Software 1_fJapan, presented at the 1974 PIPA e

“aKyoto Congress and: at: the 1981“§IPA New York
‘Congress. T Gesb Ll gl

1z




2. - Recent Trend of Court Decisions. -

2.1 ‘Court ‘Decisions under the Copyright Act’

Several court decisions have been rendered in connection with

the protection of computer software since 1882, . Those rendered
under the Copyrlght Act have, among others, been 1mportant.

[1] Case of Namco v. Jackson~etfal.l(TeKyo*Dfstrict Court

Decision. of May 24, 1982

"Outllne of the Case (Facts)

Namco CO., Ltd (credltor) completed a v1deo game machlne,x'

“DIGDAG“‘(credltor s product) toward the end of February 1982 o

and began to sell or use 1t 1n the beglnnlng of March 1982r_
Jackson Co., Ltd and Sort Electronlc Industrlal Co., Ltd .
(debtors) began to manufacture and sell a v1deo game machlne f

"ZIGZAG"'(debtors product) 51m11ar to the credltor s pr_du t .;;

“DIGDAG"jln the mlddle of March 1982 Although the debtors

product had a different name and was partly modified, both of

the machlnes Were de51gned for an 1dent1cal game

The credltor is preparlng ‘a suit’ ‘claiming damages in the amountf

of ¥12,720, 000 (1) on ‘the ground ‘that the’ debtors ‘have’ 1n—’”
fl“QEd the rlght of reproductlon of the" ROM in "DIGDAG" Whlch

is & copyrlghted movie work, and moreover (2) on the ground

that the debtors have 1nfr1nged the" rlght ‘of reproduction of e

the ROM in""DIGDAG"’ whlch is a reproductlon ‘of the source !

program which' is'a ‘copyrighted work.’ The creditor applled‘for7d'

the prov1srona1 seizire of ‘the’ debtors ‘movable property for
the’ perpetuatlon of 1ts rlght to. the damages ’ e

Summary of the Decision

TITHE T Court accepted- the creditor's.petition and uled the pro- i
visional seizure of the debtors' movable property ’

Coiments”
This was the first case in Japan to approue the protectiontof
computer software under the Copyrlght Act. BAs 1t was a . case

of the prov1sronal seizure of movable property, however, the gf_;
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1de51gned as to dlSPlaY a game Whlch was dlfferent from the game*i

it by'remov1ng the base board of a computer system 1n the'"

P. 4

court did not express the reason:for the‘decision.: Therefore, ..

it is not clear in which object the court considered a copy-

right to exist.

"*f2]” Case of Talto v. I N. G Enterprlses et al.
(Tokyo Dlstrlct Court Decrsxon of December 6, 1982)

Outlzne of the Case (Facts)

Taito Co., Ltd. (plalntlff) began to sell or-rent ‘a TV type
game machine "Space Invader Part .II" (plaintiff's product) in
the middle of August 1979. I N. G. hnterprlses Ltd (defendant)

_began to modlfy a customer s TV type game machlne 1n accordancel

with hls request.: The customer s machlne was orlglnally so T

dlsplayed by the plalntlff s product The defendant modlfled ..

s machlne,:lncorporatlng the ob]ect program read

from the OM 1n the plalntlff s product into the ROM in th ”base
or any other 'ROM - added thereto as requlred -

custom

“and replac1ng ‘the

base in the customer's machine so that the'game of the plain- =~

tiff's. product mlght be reproduced on the dlsplay of the;'m,
customer's. machlne.: Thls act. contlnued from the beglnnlng of
September to the end of. October, 1979‘J The plalntlff 1nst1tuted

a suit for damages demandlng the parment oF two mll’lon yen ard,

the. 1nterests for. an.infringement of the copyright of. ltS sof
ware program. The defendant responded that. the program in .
question, was hot a copyrlghted work 51nce the symbollc

- language used in the, . program was not. a language understandable

by man, and could not 1tself be cons;dered o .express. any. 1dea:_

objectively, while a copyrlghted work must be a creative,
expression of a certain idea or £ l;ng L
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:Lontrover51al P01nts

(1) Is a software program expressed by the symbollc language h
(assembly language) a copyrighted work which is protected under
the Copyright Act, or not? - N

(2) IS the ObJect program 1n the ROM a reproductlon of the e

software program, or not?’




~.Summary:-of:the Decision:-

The court affrrmed both of the controversral polnts, 9rantea n,r
the" demand ‘of the plalntlff, and ordered ‘the defendants to payf°
¥540 000 and the 1nterests to the plarntlff. ' '

Reasons

(if The software program 15 a comblnatlon of varlous ” .H
Instructlons and other rnformatlon expressed by the symbolrc o
_.1anguage (assembly 1anguage) communlcable to . any third party,__;
and 1ntended to reproduce the detalls of the game -on_the dlSp’ay
of the plalntlff s product.ﬁ Therefore, the program requrres

'1oglcal consrderatlon of a -person. ;preparing. 1t. It is a.
creative .expression of h15 orlglnal SClentlflc 1dea, and B
copyrlghted work whlch is protected under ;the Copyrlght Act._?_.;E

(2) CrHe object program in the plalntlff‘s product 15 ‘a re~bf”Jm
productlon of “the software program, “and ‘the ‘act of plac1ng 1t
in another ROM is the reproduction of the software program

which-is-a- copyrighted work. - -

Comments

: Everybody w111 agree that the software program 1n the plalntrff s
product, whlch is 'a source program {s itself a copyrlghted

work whlch is protected under the Copyrlght Act (Controver51al
Point l), though ‘there is no exp11c1t prov1sron rn the Japanese
Copyrlght Act * Further studles are, however,‘requlred as to
the court' S rullng “that’ the object program 1n the Plalntlff'
product is & reproductron of the software program (Controver51a1
Pornt 2) o ' e

Cx Paragraph 1 of Section 1 GE Artlcle 2 of theg“
Copyright Act: ' ' - :
“he COPleghted work shall mean a creatlve expres'lon

of an idea or feeling which belongs to ‘the field of
literature,. sciences, art or music.
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is” played ‘back." ‘In other words, we “donsider that the repro—Jl&

.reproduction whlch is: percelvable by man, or whlch can be con- -

The Japanese Copyright Act provides that. the reproduction of a

copyrlghted work shall mean the act .of. reproduCLng lt tanglblyiv

by prlntlng, photography, copylng, sound or plcture recordlng,
or any other method. * The reproductlon by prlntlng, photo- _
graphy or copying is called "visible reproductlon ' while the
reproductlon by sound or picture recording is "reproduc1ble

*
-reproduction" : We cons;der that reproduc1b1e reproductlon 15_

When ‘a’ sound or plcture is recorded on a tape or others ‘record-
1ng medlum, it may ‘be “heard or seen when the recordlng med1um o

duction of “a copyrlghted work" must be some act of produ01ng a

verted to 'a férm which'is percelvable by man.' We con51der thatx=

this p051tlon is” equally appllcable to reproductlon by any other
method because the Japanese Copyrlght Act does not orlglnallyrw_

anthlpate other 51tuatlon, except what 1t prov1des expllCltlyﬁ;

* Paragraph 15 of Section 1 of Article 2 of the
Copyright Act:

‘-The reproductlon of a copyrlghted work shall mean. ... ..

“_the act of reproduc1ng it tanglbly by, prlntlng,

'hphotography, copylng,‘sound or plcture recordlng,;m_

 or any. other method and 1no1ude the follow1ng acts

:for the follow1ng works . .
'“j;a,h.A scenarlo or llke work for the drama. The sound
i fd;or plcture recordlng of performance or broad-
':castlng of the work and I
b. A copyrighted work of construction: The completion.

©f a2 building in accordance with the drawings
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for the constructlon.ufmwnWE5lewmmw
Artlcle 21 of the Act: . .
.HThe author shall have the exclu51ve rlght to reproduce

."{hls copyrlghted work

** Moriyuki Kato: Cohmentary'on the Copyright Act™
(3rd revision, 19789}, p. 33.




P. 1

We are of the:opinion that;, though-a source . program (i.e,,.a. .
program written in:a high-level or somewhlat lower. level: :
languagefcomprehensiblegto'man,’such as FORTRAN,‘BASIC,-COBOL

or assembly language) may be - a copyrightediwork, an.object .- -
program fixed in ‘a ROM 'which is:obtained by the conversjion-of .-
the source program (i.e., a. program composed of 'a machine
language ‘for-direct use with a-machine) is not a reproduction:: .
of :the “soufce program, since-it is merely'used‘for“the operation
of a’.computer, and:not.intended for-reproducing. the source:
program;-.0ur=opinion.basicallyvcoincides,with'the;cpinion of. .-
Mr. Richard H. Stern that an object program is not-any re-
production-of -a-source program-under the U:S. Copyrrght Act .

revised i 1980. (41)(43)

Insofar as the:-object program-is not a reproductioh,of;the~~-
source program, we consider that the act of placing an object
program fixed in one ROM into another ROM is:not the repro-
duction of a copyrighted work. .. .=

-Some people say that the court was rlght in holdlng that "the

object program 1n the " ROM of" the machlne in questlon is a re””ix
productlon of the source program, since 1t is composed of a’
macline 1anguage obtalned by a change from the symbollc o
language of the source program whxch is merely mechanic¢al
replacement, and ‘does not 1nvolve any creatlve feature" ' )
because "the reproductlon of a copyrlghted work 1s not always =
limited to’ the productlon 6f ‘an identical’ reproductlon, but o
some minor modification, addition or reductlon can be - consrdered
as a reproductlon 1f it does not . 1nvolve any new creatlve y
feature, ‘but malntalns the 1dent1ty of the orlglnal work ‘67)

rWe-dosnot;-however,..agree..to this opinion for the reason.

mentioned .above.. .

_.* Masao Handa: Outline of the Copfright Act,t
.-Revised Edition, p..121.
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"In view .of ‘the fact that the present case‘is concerned with a

game machine having a display on which an?image is wreproduced,;
we consider that protection should: have ‘been given to (1) the =
program :fixed ‘in the ROM as arccpyrightedimovie work, -or.{2):
the original picture of an invader as a copyrighted-work'of AL
pictorial .art. The present case 1s less interesting;to-usir

'sinceﬂit'isza-special case-in'which the: defendant hardly .

presented their-argumentatOvensureRthe“affirmative defense -that -~
the object program fixed in a ROM: is not a 'reproduction; and : *
there waSﬂnouactive:argument‘between=the:parties,concerned.

Thus, ‘'we are afraid that it maywbefhighly guestionable: whether :::

. the court decision in the present case or the reasons therefor: :

will be egually applicable to other cases, particularly cases-
concerning the:protection of an industrial computer program.-

[3):Case of Namco v. ArrowﬁElectriC'(Tokyo-DiStrict-ﬁg-xwa

Court Decision of February -8, 1983} .. .=

Outllne of the Case (Facts)

Namco:Co., Ltd._(credltor) completed a v1deo game machlne "Pcle;
Position (creditor § product) in June 1982 .and began to sell.m
or use 1t toward .the end of June 1982. Arrow Electrlc Co., Ltdt
{debtor) was engaged in the manufacture and sale of a., 51m11ar |
video game machlne "Top Racer (debtor 5. product) as of February
5, 1983.; Although the debror s product had a dlfferent _name and
was partly modlfled both of the mach1nes were de51gned for an,

1dent1cal game

The . credltor is preparlng a suit clalmlng damages for a breach
of the Copyrlght ‘Act ‘and the Act for the Prevention of Unfalr &
Competltlon, and flled a petltlon for the prov151onal selzure

‘rlght to the damages., 1In the petition, the creditor (l) refer—ﬁ

red to the case of Taito v. I.N.G. Enterprises et al. (Tokyo

- District Court Decision of December 6, 1982) as hereinbefore

described at [2], and insisted that the'object‘pfcgram*infthe

ROM of the creditor'é"ﬁroduct was a reprodiction of a copyrighted
source program, and (2) alsc insisted that the ROM in the
creditor's product (i.e., the object program fixed therein) was
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a "copyrighted movie work".

- Summary of the Decrslon N

The court accepted the petition, and ruled the prov1srona1
seizure of the debtor s movable property in an amount corre-
'spondlng to the'claimed credlt of thlrty mlllron yen. c

Comments

Although the court-did not.express the reason for the dec151on,‘m
in the present case of provisional seizure, we assume that-it. ...
Vtook the same posrtlon as in the cases herelnbefore summarized

at [13 and [273. :

;_[411 Case of Talto v. Makoto Electronrc Industrlal B
' (Yokohama Dlstrlct Court Decrs;on of March 30, 1983);L7

Qutline of the Case (Facts)

Taito Co., Ltd. {(plaintiff) began to sell or rent a TV'type game
machine . "Space Invader": (plaintiff's product)  in July:1978.;
Makoto Electronicalndustrial Co.,-Ltd.: (defendant) rmanufactured ..
and sold:a-similar TV type.game. machine. . "Super.Invader"
(defendant's -product) rfor a period-from the:end of-March. to: tthf
middle of December, 1979..:The object program:in.the. ROM:of: the: .
computer .system-in thegdefendant}s‘product;was,eimilar;to,theﬁtf‘
object program in.the plaintiff's product, and an identical.. .. ..
gameﬁwasedisplayed on both of:the:machines: - The;plaintiffﬂasw.~f
instituted.a suit.for damages.demanding the.payment.of :fifty
million.yen.and the interests.based selectively on (l):the Act . .:
- for the Prevention of Unfalr Competition, (2) the copyright.of .. -
the original plcture of the invader and (3) the copyrlght of
thé-software program. - The ‘deéfendant argued ‘that it" had '

'7"3‘—&“‘»’-)‘\&4/.‘: L

"purchased ‘the parts FEE e TdeTendant s Wproduct Fxrom- eutszde
suppllers, had left ‘Yt manufadture to a ‘subcéntractor “and had
not placed ‘the program AnthHe "RoM’ 1tse1f, ‘and refuted the number
of the products sold and’ the amount of damages whlch had been

claimed by the plalntlff
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Controversial Points

(1) 'Is a software program expressed by a symbollc language
(assembly language) a "copyrlghted work“ which is protected
under the" Copyrlght Act?" L TR o

(2) Is the ObjECt program in. the plalntlff s product a. re—;ﬂ_::_
production of the software program?

{3} Is the act of storing the object program inltﬁé7ﬁOM of
the defendant's productian act of reproducing- the software

program? i’ o

Summary of the Decision

The court afflrmed all of the poznts at 1ssue, accepted the
plalntlff s clalm and ordered the defendant to pay ¥21p255 163
and-the’ lnterests to" the plalntlff. T e

tReasonS-uh

(1) The software program-in the plaintiff's: product is: expressed
by a‘symbolié¢”langtiagé called an.assembly ‘larduage, dnd~™ : S
characterized by’ theﬁlmageswand=the-mode=of their cHanges. -7
The “software program in ‘thé plaintiff's product 'is ‘inferided “to "
reproduce the détails of aigame . oh & 'display, and for ‘this '
purposé, “is-expressed-by:-the ‘assembly ‘language. ‘The fdéa 7
expresséd thereinof ‘the persén who has worked out the program: o
" belongs . to the field of ‘a’scienice;.and crédtes ériginality bver
any cdﬁveﬁtidnélmvagamef *Thérefore;*the“program5iﬁ thé“pleineff
tiff's product is a copyrlghted ‘work whlch ‘is protected under ;
the Copyrlght Botyi : e ' R oLl

(2) The object program An the plalntlff 5. product is a program”t
—-expressed by.-a. machlne language tO«Wthh themassemblymlanguage
used.ln.the.software PpProgram has, been, converted by a computer .
for development. and a conversion. program,rwhlch is. understand-'_:3
able by . a .computer, and which is fixed in.the ROM of the plain- ..
tiff's product in the form of electric signals. . . :

This conversion is achieved mechanically, and does not create.
any new copyrighted work. Thus, the object program in the
plaintiff's product is a reproduction of the software program.
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{3): The:ract of storing.a modification-of:the software. program:: .
in the ROM-of the defendant's preoduct-is an act of reproduction,.
as it produces;awtangiblepreproduction‘of‘the;softwareyprogramhf:

No judgmentgisgrequired as:toriheeother.cleimsgmade.Selep;ivelyu:

by-the. plaintiff... -

~Comments, ;... -

mments whlch we” have” herelnbefore made“on” the - case’ Of"

e

Talto . IiN.G.- Enterprlses et al. apply “to the present CBSE‘“ﬁ“L

too. It is'worthy of notice that the court’ dld not make any °
judgment as to the claims made under the Act for the Prevention
of Unfair Competition .or.based on . .the copyright of-the original
picture of the:invader;:but-accepted the claim basedron-the
copyright of the software program..: 7 : ’ '

. It is worthyof.notice that there have recently:been-rengered

a number of court decisionszaffirming:the.protectability.of
computer  software.under -the: Copyrlght -Act,. as-hereinabove set
forth.n .- :

2.2 " Court-Decisieons-under.the:Act for the Prevention.of. -

Unfair Competition and:Related. Acts...:

Two court declslons ‘Raveé” recently ‘been” rendered under - the ‘Act

for the Prevention of Unfalr Competltlon. i

[1] Case of Taito v. Uko EnterﬁfiéEEEt*él. (Tokyo
Dlstrlct Court Dec151on of September 275 1982} and

[2] Casge- of Talto v World: Vendlng et al (dééﬁé”bi%trict

5§ March 30, 1983)

In either of the cases, the defendant's produm: was, ldentlcal

to the plaintiff's product in external conflguratlon, the images

" reproduced on a video dlsplay device and the mode of their

changes and the method of playing, and created confusion among
the users and the players. The court held that the defendants
had impaired the business preofits of the plaintiff, and ordered
the defendants to pay damages to the plaintiff in accordance
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withstherprovisions of’Paragraph:{i)ief Section'/1 of Article 1.7:

and:Article:1:bis &f-the Act: for the:Prevention of Unfair-
Compétitioni” - Ih:the'decision  for:the:case.of Taito v. -Uko ./
Enterprise et al., the court says that, though the images,

mainly- &f:the invaderS}"reproduoed'on“the video-display:device

of the plalntlff's product and the mode of their changes. taking:
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place with the progress of the game were not themselves intended

to express the source of origin of the product, they ¢can be

considered to haveubecome welimkhown,ﬁandﬂacquiredlthe_secondaryﬁ

Functlop of express1ng the. source of orlgwn.of the plaintiff's

product ln .course of, trade.

*2.(Injunction of:an adt of‘unfair competition)

Article 1(1}) In case an dcticoming. under any of the -~vuou

following items is committed, a party whose business
“tinterests arérlikely to be impaired by such'an-acts
‘may’demand:the ‘stoppage theréofi o i ol oo

‘”(1)~~an:act~towuse»anslndlcatlonvidentical“orfsimilarv“f'f

to any mark well known in Japan, indicating the goods: il

of any other party including the corpcrate or indi-

vidual-name’;trade name,” tradéemark; ‘eontainervor " =

packing of the goods;or to.sellisdistributeégr /¢’
. sexport. the goods. carrylng sald Lndlcatlon, thereby
causing confusion with. such other.party's. goods,

[The remainder of the Article omltted]

(Llablllty for damages) . N P
g‘HArtlcle 1 bis, Qne, who has commltted any. of the
acts coming under any 1tem of Section 1 of the

‘1precedlng=Artlcle knowxnglyeorunegllgently sha;;
be liable for damages to those whose. bu51ness.
”Winterests are harmed*by such acts :




The Act for the Preventlon of Unfair Competltlon is not )

expected to prOV1de any dlrect protectlon of computer software,EL

since protection.under this.Act:depends on.the.. Judgment as. to

the confusion-of; the goods.:  In the event: two. different v16eo
game machines employ an identical program, however, thﬁuconrm”,,

' fusion of the goods is likely to occur, and in any such event,

thé Rét"is expected EGT supplement the protectlon of computer .
software undér the”Copyright®act,” "7 wow il C v

There has not been any_ relevant court dec151on rendered under N

related acts,:suchlas the Act Concernlng Illegal Acts._"“ _7“"

3. Activities of Governmental Organizations

With the active t¥end of court decisions as hereinbefore des-
cribéd; several‘governmental’ organizations have been- engaging -
in actlve con51deratlon ‘for- the 1egal ‘protection of computer
software. “Thé 'Patent Office is’ studylng the p0551b111ty oft
protectlon under‘ the“ Patent Act, while" the" ‘agency” for cultiral
Affairs” 1s studylng ‘the” p0551b111ty of proteotlon under  the - 7

-Copyrlght ‘Act.” 'The Mlnlstry of’ Internatlonal Trade and Indust’ry*"=

- is studylnq ‘the" p0551b111ty of" 1ntroduc1ng a ‘new act to- protect :

computer software. The fOllOWlng is a- report on’ these o

act1v1t1es.

3.1 Movements in the Patedt Offjce” -~

In addition to:"Standards:for the-Examinatien.cf an Invention
Relating to a Computer Program (Part 1)": (published im ... .=
December 1975), the Patent Office has published "Guidelines

for the- Examlnatlon of ‘an’ Invention Relatlng to Mlcro—Computer*’L
Applied Techhiology® (December 1982y, and” afflrms “gRe Y T
"*patentabl'lty of“” ' : : '

(l%e:AvaQgIamEWQrﬁﬁd put in:accordance-with the law.of.nature;..

{(e.g., a process control-method);and

(2) A control for an applied device having:setting and.detect-::

1ng means, etc. (e .gor B0 electrlc rlce cooker, mlcrowave oven, ...

process control deV1ce)

1
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The Qiﬁice,Jhomeyer;coeniee;the batenta$111t§vof tnewf01iomingéil

(1) “Any’piogram not’relying on' the law of nature’leigs, a “ .-

method” f6r’ the‘calculation of salarles, ‘orther custody of v
stocks). and LumeEEe o SRR :

(2) Any apparatus not hav;ng any applled dev1ce to be control-.:
led (e.g., a computer equipped with a. salary calculatlon i
program)

The Guldel;nes“also explaln bv way of examnle the manner 1n R
which a sPec1f1catlon for ah invention relating to micro-
computer applied technology may be written. o

3.2 Movements ln the Agency for Cultural Affalrs

dlscussed -gome: ten.years, .ago; at the Second Commlttee of the
Copyright., Council. of the Agency for Cultural. Affalrs,.whlch .
had.been. organlzed to dlSCUSS the 1ssues concernlng .computers.
The Committee. reported in June 1973 that a computer .program .
would be.in._ ‘harmony W1th the Splrlt of the copyrlght prlmarlly
1ntended .to. influence. the splrltual act1v1ty of man by. appeal—
ing to hlS 1ntellect, emotlon and VOllthn.§§4)(55) .
The Council organized the Slxth Commxttee (handling the ,issues.
concernlng computer software) in February 1983, and the Commlttee

has been studying the follow1ng problems-(ss)

(1) ~“Personal trights of!the”Author; partlcularly ‘the’

nght to Malntaln his: Identlty SRR o
Compieeeaeqfwé:e é.s i.mpa:s?v.ec% ,S:-es often that its identity is. . -
difficult to maintain,. It.is ‘possible that the rights of the, .

_.author may obstruct 1ts 1mprovements.” In thls connectlon,

 some pecple point out the exceptions prov1ded in the Copyrlght

Act+foruthewr1ght—to maifntain’ idenhtity, and say  that: improvement

~in computer software can be likewisae ‘handled.: -
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(2y ' Rightof Adaptation: '+

What is the adaptatlon ‘of computer software, and to what extent
its adaptation is permissible are at issué. - R o

e N




(3) Term of Protection

The current Copyrlght Act qrants 50 years of protectlon after
‘the death of the author (or after publlcatlon in the case of

a work by a corporate body) _ A detalled study is under way “to
see 1f 1t w1ll be approprlate to apply those perlods of pro—
tection to computer software.' T '
(éjﬂ Scope of Protectlon of Computer Software under the

Copyrlght Act

Discussions are. under way as. to,. for example, (1) wheth_r“the ”Mt

right of distribution presently granted on a movie should be

equally“granted for the assighment or rental*of;azreproduction.;?
of’computerﬁsoftware;”and“(2) whether-anrexplieit :provision=: .-

should be introduced to clarify that, for example; " the-act of:
inputting or practicing a computer program is an act which is
‘protected,. in order to ensure proper protection of computer
software under the Copyright Act.

3.3 Movements in the Ministry of Internaticnal Trade and

Industry

The Ministry of International Trade and Industry set up a sub-

committee for the adjustment of software bases in the Committee

" on Information of the Council on the Structure of Industry in
February 1983 in order to promote the development and distri-
bution of computer scftware, and this subcommittee is studying
(1} the evaluation of quality of software and (2) proper pro-
tection of the rights of a person who has developed software.(53)
Acceording to newspapers,* the Ministry is preparing a new act
which is essentially characterized by granting the rights of '
use, reproduction and distribution to a person who has developed

wmwsoﬁtmeremendmned_}tendeteils registered in the Ministry.

* Nihon Keizai Shinbun, Morning Edition of June 5, 1933}
first page; and 7
Asahi Shinbun, Morning Edition of June 12, 1983,
first page.
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4. Our Opinions

The current Copyrlght Act'lnvolves dlfflculty 1n the protectlon p
of the executlon 1tse1f of a. computer program, partlcularly an':ﬁ
1ndustr1a1 computer program ; Apart from a program for a v1deo\'f
game or the like, it is 1mp0551ble to obtaln proper protectlon_'t
“of a COmputer program under the current Copyrlght Act; 7

'.'( .

As regards the possrblllty of protectlon under the patent system,

we cannot deny the fact that it w1ll be 1mp0551ble to obtaln

patent protectlon for all computer programs per se. o

We,therefore; believe. that a-new: act or-a drastic- revmslon of

‘the Copyright Act:will be.essential to: ensure proper. protectlon
of computer -software.. .
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THE ABUSE OF RIGHTS OBSERVED IN LITIGATIONS =
UNDER THE UNFAIR:COMPETITION PREVENTION:LAW - =
OF JAPAN

”Japanese Group. Commlttee No: 1
-~ Trademark. Subcommlttee

Takashi Nakayama, Toshiba corporation -
Akio Kobayashi, Mitsubishi Rayon Co., Ltd
...-Nagahisa .¥Yuasa; NEC.corporation . . :
. Isao Ando,Fujlsawa Pharmaceutlcal Co., Ltd
- Hiroshi'‘Yamashitd, Rico ed. ;i Lta.: :

Abs-t_::.a,c%u_:. e

I This “text “willsfirst introduce an‘outline ‘of ‘the i~
McDonald's Case which has drown the attention, of .many .people
since it concerns the well-known mark and their arguements
brought to the Suprem Court. "Continuously it will review the
past cases---"Mikuni Tekko Case", "Yashika Case", "National
Football Mark Case" and “Dorothee Bis Case"---in which the abuse
of the right was discussed.

Introductieon

A number of cases concerning the Unfair Competition
Prevention Law have recently occurred one after another. The
McDonald's Case and the National Footbali Mark Case are
particulérly worthy of notice. With particular reference to the
McDonald's Case, it has apparently drawn the attention of many
perople, since it concerns the well-known marks of a United
States corporation, and since it was finally appealed to the
Supreme Court. ' _

We have, therefore, decided to take up the McDonald's
Case as a theme for this year. We would, however, like to make
an approach which differs from a mere review of the case. 1In
addition to a reveiw of the McDonald's Case, we would like to
make a through study of the past cases concerning the Unfair

Competltlon Preventlon Law from the standpoint of the "abuse of
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the right" which was one of the points argued between the
parties in the McDonald's Case. '
Accordingly, we will first show an outline of the

‘McDonald's Case, a summary of the court decision and some

essential peoints thereof, and then, review the past cases in

" which the abuse of the right was discussed. We hope that we:

A St Pl R T

B O



shall be-:ablé. téconclude:this paper by pointing?out*whattthe
past cases.teach to usvincgennectionswith'a . trademark = &
admlnlstratlon.vu~3;i:" N

51X The: McDonald's :Case - :oiv

Leemad x:0iThe TokyosDistrict:Court. thereinafter called District
CourtLgpassed}&vdecisionﬂagéinstﬁthe;plaintiff:who“hadBaéplieé
for:an:iinjunction:pursuant “to:the Unfair Competition:Preventicn
Law; andithe:plaintiff apgéaledﬁtOche?Tékjb#hppeél*Coufti
tw(hereinafter scalled ‘Appeal ‘Court )i And:finaly:the respondentuof
appealed case-made a appealisto:the:Supreme Court.i;’i:f*ﬂs Ty
The plaintiff who had.lost the caserat-the Digtrict:=
Court::¢hargedall..of :.iits+attorneys: 'and: limited :its clalms when

'flllng therdppeal .o iThis. complicated-the: facts,.therefOEe, AW
wildi’show:an:outline 6f:the®case!ds simply as ‘possible; and:u
vipreparé iacstable .forva better undrerstanding of: the fackts.: o0
1. Outline of the Case. '
LY soeJépan McDonaLd*sdcorporatioﬁfutheﬂrespbn@ént of the
final appea£$ﬁi5ezp”thé“piaintiff:?onﬂappéllantadfuthe{éppe&k;
hereinafter cthéd*XT?”is?a companyestablished oniMay 1, 1971

MR ST (S [EETRE A A S TP R O Pz

by «the.joint investment:of McDonald's Corporation,:UvS.A:y: ‘and”
two Japanese . corporatlons,fFujlta ‘&Co.,;  Ltdisand-Daidichis

soBakery; Lbds wed soobdussy puldbersy Lo canwbenl Iusods L Blsl Tadi
ei02Y T v ron o July 14, ¢ 1971 wXimadde:ailicénsing aghteementiwith i~

TMcDanaldtsaCDrporatron;VU.S;A:;aandaacquxred theexclusive :right
to use the knowhow, trademarks, tradename, marks and industrial
designs of McDonald's Corporation as to the sale of McDonald's

products in Japan. &

;(3) , X opened ltS:flrSt shop in the Glnza Branch of . ;
tore on July 20,_1971 and gradually,hé
expanded its act1v1t1es and 1t had a total. of lzoﬂshops as of ..

Mltsukoshl Departmentiw

SHber Y977

T y h X was u51ng will herelnafter be shown
at (&) to (H) They were in: Ase-on”the store. .signs, ‘menus, "

containers and packing materlals, and the clerk's:unifof
" They also appeared in the photographs of: neWSpapaers and

‘magazines which introduced X's busxness.
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#(4) 1ae-Marushin ‘Food Cc.;-ntd.fftherappellant'offthe“final'”
appeal (i.e.; the defendant, or:respondent of the appeal;
hereinafter called Yl), is a company established .in ‘September=

1960 and engaged mainly in the manufacture and sale of processed

focd, such as ham and sausage. It started:to .sell hamburgers iin

" or about 1965.

it Mac :SangyoiCo.y *Litd. 7y -another appellant of ithe final
appealﬂ(defendént}foriréspcndent«cf;theﬁintermediateﬂappeal:ﬂ“
ahéreinafte:;caLIQQnYi);;isﬁa company established ‘on '‘September:’
22, 197lgby£thgqfu11ﬁiﬁvestmentbofaﬁfgh It:was:engaged in the.:

%;salexofghaMbu:getsﬁthroﬁgh‘theivending%machinesvwhicthereJOWned

and instaliéd.ﬁthi in:stores.and-amusement palces:in towns; . :

. 'suburban drive-ins;:or the Iike. .o ~vie 70

wyLS)fwfﬂ'i started to useithe marks:which will . herelnafter be:
shown=atitl):€to. (3);%on-‘thé Hambirger vending machines 'inrer  °
aboitithe béginning of:May 1972-~~Yiﬁused those ‘marks-onthe i
containersand’ ‘packing materials:for. the goods , - and seld ‘them: by

the vend;ng machines, or at the stores.ﬂyy* aod

o YIYZ ‘discontinued-to :use’ the ‘mirk: (1) in:June 1973,
and:only:the marks:(2)zand«(3) *they=used:thersafter. - |
7306)53 +Urider these icircumstances, :X=institiotsd a suit . < o
fequesting ‘a.decision to the effect that-Y¥j:iand-¥, should not:
use any-of:-the:marks. ' (1}:to- (3).on"“the ¢containers, packing
materials, advertisements or vending‘machines-for_théJhamburgErs
which-they:made, should:not:sell-any.goods by using -any of ‘those

s:markss, and::should destroy: any :andsaXl.objects: lndlcatlng any of

e ‘ .-1960 . ”Marushln Food Co., Lta.

‘those: marks.:

Table of Facts SRS SR TR

Respondent of the flnal*ﬂ' - Appellant of the flnal
appeal @ L T SN T R S S -.appeal . L

Mcbonald"s Corpératicn '~ = 1855

T e e T “was’ establlshed.
The -growth -and ‘unique+ = After-about =: e SR
managing.system of . . ..  1966. .

- McDonald's were intro-
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“-July T, 1969 - Marushin -acquired the
. . . _ registered trademark (b)
: “mBURGER™ “(written in
Lt : i v Lmos Japanesed): by.assignment.
,Japan McDonald's Corpo—“ May 1, 1971-_, . .
“ration‘was established. SRR

It opened ite first = July 20, 1971
store in Mltsukoshl,‘” AR
Ginza. sy couidasn oen

Thereafter, ‘it opened\
directly controlled ..
;toresxn major citi

‘July “23, 71971 Marushin “acquired ‘the
sg ood o wiasil vordgistered trademark (a)
.. "MAC" (written in
C Ja ﬂese) by ass;gnment

--Sébf}mif;”" MFac Sangyo Co.,‘iia Was.
1971 establlshed

':They began to sell
ihamburgers ander the name
sof ["Mac:Burger®. :

About May;mm
1972 .

* THey “discontinted “thi

e ‘useof :the :mark (1)

e

“Japdn McDonald's ™ ~ " Feb.
instituted a suit. . booooo cawd Bad B

zdirectly.:eontrolled ;-
stores. JR

Its direétly'c0ntrolleatmNov.
stores. were lnc:eased R
to about 120. B S

Summary ‘0of the /Court Decision ‘and. Essentlal Polnts‘:;;;ug

: =i Phe Supremequurt dismissed :the:final appeal, - and:sthe
_decisionwofxthewAppeal Court . in:faveor of ‘the.appellant was made
final and conclusive. . The ‘claim:calling-for -the discontinuation

.WOf@USEKOffthe&m&rkﬂ}llﬂby Yliand¢¥2~was-rejécted, as they had

. already done’so, and as the court did.not see iany possibility of _ _
reuse .of “the mark by t em, ‘but ‘all of ithe other claims iwhich: L 5i.
rhavertbeen ‘mentioned: above were-grantedsdse—u oo p et o d i

:In general, -the applicability of Item 1l.or .2 of:

sxParagraph <1 of Artlcle 1rof *the -Unfair -Competition Prevention
i (2)

‘depends on whether :the: follow1ng circumstances. exists:
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one party; .
(3) There is a confu51on in the goods,;

forth.

P less tha: “de year between the opening
“'of the Mi sudehL.Glnza store by X (July 20, 1971) and the
beginning by Yl_and Y2 to use., the marks {1) to (3) (May 1972).
When : sthe strademarks of X become well known? The court found
that it had occurred toward#;he~eggﬁpf July l%llf,ige,,ﬂshg;;ly
after the first store of X haaﬂbeen opened. .. v :
This is largely due tc the .fact that the bus'
of McDonald's Corporation, U.S. A.;'and its marksubeganet appear

and were described in trade journals for restaurant or fe'ated
food selling industries in Japanuxn*oruabout~'9€6; '

reputation of the American parent company the wel Lkno nf
form of its business, as well as the extensive advertlslng ”
act1v1tymof~x'atuthe=tlmewofaopenan itswfirst store,tapparently
imadethe icourt cdonclude ‘that sthe ‘trademarks:ofiX had become well

‘knowrwimnmediately safter the: openlng of ftsufirsti.sotre.

inp2) Confusicon ras “to tthe iSource «of Origin . i:
et The District Courtidecided that 'thereswas‘no:confusion
v of 'the /gdeds;isince Xiwas Selling all of its geodsrat its=:is

directlycorntrolled stores, while+Y; "and ¥, were using:a ::

~@Gi-fferent-method--of-selldnigpsiyei; wseklwng‘the»goods shy:thess

vendlng machineg L THe Appeal:Court; howeveér; :concluded a great
-liKelihood of -confusioniniview:of’ examples pf dctual: confu51on,
- and ranswers.of ‘the “énquete: which ;were executed for: publlc
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3. Abuse of the Right ‘ : S RN E Sl S
Y, and Y arqued that the use of the marks (2) and {3)

was ‘the use: of: the ‘registered :trademarks:.i(a) ;and:(b}), Yl had

‘acquired<the registered ‘tradematrks {a}) and =+(b) from third
Aﬁpartiés;%audiﬁecamekthefrégisteréd'ownér'offthdSe-trademarks;

Therefore, Y 1 and Y2 argued that the use of those trademarks: was

the lawful exerc1se of the rlght accordzng to the prov151ons of

Article 6 of the ﬁhf : ' b (3) aod that

:Antlon Law, i
the argument of X was wrong. '

o e X refuted -the arguments of . A Y, flatly, saylng that the
-.use. of those. trademarks was, . 1ntended for the rree se wlthout

permlsSLOn of ,the goodwill of well known marks, and not the ..

dawful exercise. of. the rlght, &ince o acqulred the trademarE
{a) after the proposed entry of McDonald's Corporatlon 1nto the

 Japanese market had been reported through.the press,,aod:bogan
to use’lt after the marks -of X had.become well known. b

o The;Supreme Court held the dec151on of the. Appeal Court
which, the suse -of  the marks (2) and £3) by Y and Y was not .the
seuse .of the reglstered trademarks, .Since . those marks were not

: gﬂentlcal,tomthe.reglsteredvtrademarks,uThereforemlt d;d,notq

make any:-reference .to.the, questlon -as .to the. abuse of the
right. (ay R
»(Xts Indication . ..o .. .., u_(Trademarks Used
nf Bncl 'ass\ o hy Vl 2 )

(©) 2T + @)
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S Mikuni” Tekkosho“ from ‘{ts’ foundation “(1934)"to’1944, and
':thereafter changed it to “"Mikuni': Jukogyo Kabushiki 'Kaisha™.

f uture:i: o

f; A The Mlkunl Tekko Case {(wa) No.

ﬁ‘Competltlon Preventlon Law.*

-Affalrs

ITI. Cases of the Abuse of the Right
5 WeiwouidFlike¢toxreviewEeeveralwpaetfcasasminvolving;
the question of the :abuse of the:right 'in .order-to.obtain -some
hints which' will. be -of -help ‘when:this question is ‘considered::in

3380/1954 - Osaka S
19571

‘District Court Decision of Auqust 31,

S The court Concluded that™ “tHere ‘had" ‘been ‘an abuse of the

rlght 1nce “the u“e of a’ reglstered ‘trademark obtained with ‘an

uld ‘not be considered’as ‘the lawful use

1llega1 “intention’
thereof complyxng wlth the provisions of Artlcle 6 of the Unfalr

i Outllne ‘of the case”
(1) 'X'1plarnt1ffr'usedxthe'traaename3“KabuShiki Kaisha ¥°

This company ‘was ‘g leadlng manufacturer of “air compressors, “ahd

the" tradename “of x was w1dely Known ‘among Fthe ‘traders ‘and users.
There was, howaver, ‘no “tradéemark’ reglstratlon ad "ty the
tradename.

2 ¢ "Hlkunl Tekko

Kabushlkl Kalsha" in the same reglon with X in 1953, the

Y (defendant) set up a company’”amed

reglonal restrlctlon is defined in the Artlcle 19™ of the
Commerc1a1 Law (Effect’ 6f 'Redordation of a Tradename)(S)

and

recorded 1ts tradename on the book of the Bureau of Judicial
Yfprepared and -distributed a catalog which was very
51m11ar to.one of X. Y filed a trademark application. for
"Mikuni Tekko Kabushiki Kaisha™ w1th the Patent Offlce in July
1954, and obtalned its reglstratlon o '

(3 X brought a suit for an lnjunctlon in accordance with
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'¥Items

f“Paragraph TUEE Artlcle TEETERE ORE ALY T
saylng that the tradename of Y

Competltlon Preventlon Law,
{Mikuni Tekko Kabushiki Kaisha) was 51m11ar to that of x (Mikuni

Jukogyo Kabushiki Kalsha), and that Y had almed at unfair

competition, and actually done it.




(4) . .Y argued that the two tradenames were not similar to
each other, -and .that it.did not have. any. iutehtion or fact'ofﬁ
unfalr competltlon, and; also. 1n51sted that the use of the qi&;
registered. trademark. "Mlkunl ‘Tekko Kabush1k1 Kalsha“ was. the‘:
© . lawful, exercise. of the trademark right. under the Artlcle 6 of'
the Unfalr Competltlon Preventzon Law.

2. Summary-of the. DlClSloh [ e
4o A1), . . The. court held that. the . tradename of_xehad been
known among the users, and that Y had used a. szmllar tradename

.for the:purpose .of unfair, .competition, and caused a confu51on of
the gocds. and, the. bus;ness fac111t1es or activ1t1es _ )
s }ZgaﬁgThe court held. that the Y's use of “Mlkunl Tekko _
_Kabushiki Kelshgf:yeeTnot_the lawful exerc1se of the trademark

right provided by. Article 6 of the Unfair Competltlon Preventlon

Law, since, it was against the, bona flde prlnclple to obta;n the

., trademark registration of .
making uhfair competition and escaping from the appllcatzon of
Items 1 and 2 of Paragraph:1l of. Artlcle 1 of the Unfalr

Competition Prevention Law. - ...

B The Yashlca Case {(wa) No.yl415/1963 = Tokyo Dlstrlc S
Court Dec151on of August 30, 19667 - : L

The plaintiff owned a uniguely coined word trademark
"Yashica™ for' use on cameras.' The defendant chose :ai'similar

" rtrademark’ for’ use on’ cosmetics; ‘and ‘obtained its registration.

“Phis ‘i's one of ‘typical -court decisions that determiried the
defendant's use of the registered trademark - as ‘the ‘abuse of the
right, in‘view of ‘the fact of- substant1al .confusion as to the
source of origin of the goods.(s) TR
1 “‘Outline -of ‘the Case "

“Plaintiffs ‘Kabushiki 'Kaisha Yashica

“' Defendant: Dariya Kodyo Kabushiki Kaisha

YeEhiﬁe'Seiki'KabuShiki“Kaiehe?Pahd“changed‘it in+1958 to the
. present name including the trademark "Yashlca which had: become
well known in connection with its principal product, cameras. '
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X (pTatAEIEEY Was established in 1949 unaer the “fdme of -




'?(23 " The tradeHErk “Yashica"'is euwofdicoiﬁed“asvan
abbrev1at10n fori

"Yashlma s cameras" ‘when X“&tarted the"
manufacture and sale of " cameras “in~ 1953 “ X' advertised” 1t
aggre551vely through medza, such as newspapers ‘and TV.-
(3 X was' engaged in the mantufacture and sale of prec151on
machineries in the beglnnlng, but’ gradually expanded iest
operatlons to the manufacture and sale of the product of ‘various

Y had” began to" use the’ marks B to (G) llsted below on
cosmetlcs, ano at the same ‘time he reglstered ‘a r;ght oE
exclusive- use in’ October 1963 with® respect to ‘the trademark (H)

. vzreglstered 1n the name of the representatlve of Y ‘on COSmetlcs, e e

o the* expandatlon G R business-‘on’

cosmetics’

alsed a confu51on ‘of the source ofﬁorlgln agalnst
‘thegoods of X :

eadiny o 'the suity « +

2. EssentiafhPOInts it the Court Deeisid :
The court held that, while the trademark' (&) of ¥ was

ident'ca to, the regis, d. trademark (H), Y's use

cosmetlcs was an unjust

of well-known 1nd1catlons of the plalnt:ff, in view of the
- following: factsiioo.

Y..that;:the: trademark. (A). consisted. of, or contained:.the:
! ;same; word -or, pronunciation as. the-marks. (I) to..(M) which had
salresdy been iwell: known «to.indicating the, business of X when
iothe ¥'s . trademark jwas registered, -ang T (R Tk
';ﬁzi;thatumeashusxngggheqmarks;(A) ‘to., (G) in. forms very. :
similar to those of the ﬁfﬁintiﬁf,w,v R R R
The court, therewith, decided that Y¥'s use of .the trademark
(a) is precisely an abuse:of the right and couldn't be regarded
as the fair use of..right, .due.to: the Trademark Law which: is
Treffereann“thewunfeTrMCompetition'Prevention **** Law

also.reffered ;that “¥'s registered .trademark was merely formal
spand o smeaning. (7) Eney
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q(Tradermaks Used . ‘(Marks Indicating .
- o x's Buslness) o

;Jifj:.YA J H I E 3

YAXMXKA ‘(m PR 'ﬁ?’"‘

P& S e (M) YASHICA CO., LTD.

- K £ | ZKA (.Reglstered Lrademark of ¥)
| o ‘ “""" RSz
U-ll s @ WESIL wm bt

B '&PE&’W’I tﬂfnnj-‘g% | " ==m—no i 10
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C..The National Foothall Mark Case [(wa) No.  6006/1978 - .
. Dsaka District ppp;t Decxs;pn_qﬁ ngxﬁls IQBU]"f“”“”” o

‘ The defendant 1n51sted upon the appllcatlon of Artlcle

6 of the Unfalr Competltlon Preventlon Law for ‘the’ reason that’

he got the deslgn patent and hJ.s product was manufactured upon
‘> ”"VVThe defendan I"'s. pos;tlon ‘was, however, not'
supported‘because'of an abuse of the rlght.;’”‘” R
B 1. outline of the Case _

o iPlalntlff Natlonal Football League Propertles, Inc.':

““{hereinafter-referred ‘to as: xl)a

' SONY' Kigyo Kabushiki:Kaisha :
{hereinafter referred. to as xz)‘

‘ ,--_-M-afnuta-k-ef--sh0~j:i:--:'Ka\bu-s~ i

the teams belKDglng to the Natlonal Football League of the A

M5




""Upagainst £o have
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Unlted States (herelnafter reffered ‘to“as the present
1nd1catlon), and havxng all the rlghts concerning the use
thereof, lncludlng the rlght_t rant :

enses ‘to third parties.
ithtxl”on the present
1nd1catlon on October 2, 1973, andracqulred the_rlghts to
exc1u51ve1y use those symbo]r?marksi

2) XZ made a 11cen51ng agreement

'1nclud1ng the right to grant
: ubllcenses 1n Japan. In accordande with” this agreement X
egan to grant a subllcense to, a
company ‘in ‘each:-of; dlfferentrfle

2

Mrule,_only one Japanese

7 s of bu51ness w1th certain

-Acondltlons for qualzty control.

(3)'

etc., and began to sell in Ootober‘1975.a box shaped locker made

. of &, vinyl sheet hav1ng arranged threreon the present

lndlCatan.

{4) 'Y filed the desxgn appllcatlon of box~shaped locker
arranged’ the present 1ndlcatlon for the registration on April 1,
1976,(8) and obtained 1ts reglstration ‘ander i No. 490,297 on
September 20, 1978. o :

e 2 Summary of the Decision

(1) The court found that everybody deallng in the
merchandise’ wfxch rsiusufly de51gned“b:”

symbols had known that the rpesent Lndlcatlon was an 1ndlcat10n

of the. goods, or. buszness of the Xl x2 group 1n and after 1975.
And therefore, the present 1nd1catlon was recogn1
known 1nd1catlon of the goods as deflned 1n Itemf. of Paragraph
1 of Artlcle l of the Unfalr Competltlon Preventlon Law or’ a'

dwa widely

w1de1y Xnown 1nd1catlon of bus1ness as deflned in;Item 2 o
thereof.

(2} . The court held that, in so far as Y's reglstered de51gn
was consrsted of the: present 1ndlcatlon whlch “had been well
known as 1ndlcat1ng ‘the .business of: X.at the-time: of: filing of
the application for the reglstratlon, ‘defendaant could not set
; y nEight With ani1Tegal
intention of utlllzxng the lmage of the plalntlffs' 1nd1catron

».and the, goodw1ll thereof w1thout perm1551on,'and also for the

purpose of insisting, that 1t was not d01ng any unfalr Jt
competition. The court therefore,‘concluded that the act of Y
was an abyse of the right.
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 {Registered De51gn Liaoe wE o J(The present- indication)
= O T N T I B T

O

m NATDI“LFOOTMLL}LEAGUE 1973

D. The following .case.is.also.concerned with the queétion
- of the abuse. of the right, though. which was argued only under
the Trademark Law not the Article .6 of the Unfalr Competition

;Preventlon Law.sg)

The Dorothee BlS Case [(wa} No{ 1264/1978 - Kobe
““Digstrict ‘Court Decision of ‘December 21, 1982]

“‘Various ‘situations are llkely to vexist with: ‘fegard fo <
the’ questlon of “a relatlonshlp ‘betwéen “the ‘owner of ‘a ‘stolen = '
_trademark in Japan and a ‘person whg has-adopted it ‘originally

and oBEalﬁéddlts'rediéﬁfatidn in“his ‘own name-in his‘'country.
In ‘the follow1ng case, “the - plalntlff ‘insisted “that ‘the’ defendant

had* 1nfr1nged his trademark rlght but ‘the" plalntxff ‘s “¢laims

“were re3ected.
1. OutTine &f° the Case " :
(1) X (plalntlff) owned the right to lmport and ‘sell the:" !
goods“ﬁearlng the tradémark "doréthée bis™ which had Been

adopted’ ‘originally ‘by ‘a third party’J (a- French d351gner) and

"reglstered in“his “name "in-his country.
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.22} When: X, was. going to sell the goods :bearing. the
trademark "dorothée bis"™ in Japan, X found that a thitd party K
had applled for reglstratlon of a very 51m11ar trademark (10)

'lt hlmself “and reg tered had the
n hls own name. ?:q? Y

'"fw1th J. Upon

started the 1mportatlon and sale of the goods bearing the same
trademark.

(5} X instituted a suit asking for the discontinuation of
use of the trademark "dorothée bis" by ¥ and the payment of
damages under the Trademark Law.

g g sential ‘Points in “the ‘Court Decision

FER A fler A comprehenslve ‘study of ‘the following ™
cifcumstances around X, ‘thé coirt dismissed the X's claimsif
asking for the discontinuation of use of the trademark “dorothee
bis" by the defendant:as belng anrabuse of the rlght.{}l)

(1) x purehssed’t 3 '

&ty iark .“‘ﬂ,ﬂfor the sole purpose
of eliminating an obstacle to the use of the trademark *dorothée
bis" :in Japan... Upon.expiration of the joint venture agreement,
the .rights .of -X .thereunder .expired, . and:therpurpqse.ﬁprﬂyhiphﬁﬁ
had purchased the. trademark was fulfilled. . .H,iaf:;
£2)..;.-The -act jofinsisting .upon :the . rlght of -a trademark

.;whichaxﬁdxdwnotmlntendwto.use hlmself,mandAthereby"preventlng,f

- 148

the .other party S . 1mportat10n and ‘sale of -the goods_under the

unsuitable in view of the spirit of Article 53 bls of the-

Trademark,. Act.(;g)-.;

(3) ....The .court, also found that the use, of the trademark
“dqrqtheeJh;s #by:-Y..would not. :be.. lrkely to cause .any confu51on\
as to the source of origin.among.the .users and that no . . . =




14

substantial: damage w0u1d occur to the plalntlff » 8ince X had ‘no

_______Conclusion } - B T T

Whileame haVe remiewedra'nnmher'of‘caees-involving the
question of the abuse of the rlght, We must draw attention to
the fact that the theory of the. abuse of . the right is applicable
only exceptlonally.’ Although the 11m1tat1on of the space has
obliged us to- de5cr1be the cases: ina- con51derably simplified
form, it is to be noted that the theory has been applxed only
" after a comprehensive study’ of Al of facts e.g. the complicated
human relations,: c1rcumstances surroundlng each case.

Accordlng t’”the Japanese Trademark Law, a trademark
Tight is created by_reglstratlon, and granted to the applicant
of the first flled appllcatlon.; Therefore, a person who is late
in filing an appl;catlon is prlmarlly unable to obtain
protectlon, and 1s to be blamed for hls negllgence._

o Referrlng,'for”example, to the McDonald's Case, it is’
likely that the reverse mrghtahave.been,the case. If someocne
had reglstered and been using the trademark "MAC" in Japan
before Japan- McDonald - acqulred the llcense from ‘its United
States parentmcompany, 1ts use. of teh marks mlght have been held
as infringing the right:to "MAC". - ' e

It is our., recommendatlon ‘that . everybody recognlze the
fact that accordlng tothe- Japanese Trademark Law, a: trademark
right is created by reglstratlon ‘on the appllcant of ‘the first”
filed application, and conduct the admrn;gtrat;ohﬂqgﬂtrademarks

:which: conform tothe. Japanese law. .

SUEE) ““Tokyo”Dletrlct'Coﬁrt‘Décision}”JuIY"Zl‘”1976}'
A : ~(wa) No.-924/1974 :

Tokyo Appeal Court Decision, October 25, 1978,
(ne) No. 1839/1976

Supreme Court Decision, October 13, 1981,

{o) No. 145/1979
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2(2).:00 7 Items 1 ‘and-2.0f Paragraph-l-of ‘Article. l.of :the -
' Unfair Competltlon Preventlon Law.

{Cessation of unfair competition)
Article 1. Io case there is one person who commits an
act falling under one of the fotlowing items, the other person
220 07 00T shosd busitiess “interest s likely 1o bie - injured therewith may: "7
dcmand cessation of such an act:
(1) Act of usmg ‘s indication identical with or similac to
v such-full nameg -trade. nume, trade- mark; -cootainer,” .0
. packing of merchandite  of the_ other persoa or gy .
such “othier” indication ‘0f merchindise of the ober’ per-
"o son-as. widely known in the:territory where: this law..
is, in force or of selling, distributing or expofung__
" merchandise on whizh the above indicaticn is ‘used, and”
. thereby: - causing - _confuswn‘ ;with - merchandise. of the. . .-~
other person ; ' )
T(2)° “Aet-of using “in “indication”identical with “or su’n:lar [CREREEE
. such full.name, .trade name, . mark of: the other person
or-any such other md:c.mon of the business and good
~ will of 'the ‘other’ person“as ‘widely knowh in‘the ter-: &
-, ritory - where :this law is in force.and -thereby; causing
* confusion with bu:meas eslabh:hment or acuvmes
~.6f the other persom’r (. :

(3) .. .uAEtiqié;ﬁwqfathe,qnifir&CoéééEifioﬁ P#ezﬁé

Arucle 6. The prov1=101s ‘of Amcle ¥ item (1), item (2),
T R : g R s A 1 4 big

o Article- T bin. Article 4. parncrraph 1-to. paragraph :3,inclusive;

. and Article 5 item (2) shall not apply to aoy act to bc reward-

" ed “astthe exercise 'of nvht in “accordance-with 'the’ Patent’ Law R
the Uti ity Model Law, lhe Design. Law or the Trade Mark ,Law”‘ B ity

(4Y" " The“prévisions ‘of Article 25 ‘and Item 1 6f Article 37
of vthe "Trademark Law do: not positively permit.the.use of any ..
mazk .similar to a registered trademark, .

" (Effects of trademark righit)’
25. — The owner of a trademark: right ‘shall-have an.exclusive right fo'use the registered
trademark with respect to the designated goods. However, where the trademark right is subject to
a right of exclusive use, this provision shall not apply to the extent that the owner of that right has
an exclusive right to use the registered trademark,

(Acts deemed to be infringement)
37. — The following acts shall be deemed to be an mﬁ'mgement ofa lrademark nght or of'a

“rright of exclusive jser

(i) acts of using a trademark similar to the registered trademark on the designated goods or
of using the registered trademark .or a similar trademark on goods similar to the designated goods;

150




16

(5) s~ Article 19 .0f the Commercial Lawi:. B :-:

. (Bffect of registration’ ot trade name) - ' R

-~ “Article 19, 'No tradé name which' bas been "iatared by ae o
" othér perion shall be'registersd in the' same city, tdwn or vlll:ge

In respect of the same kind of biisinessi " & A

(6) MThis.decision is also one :of -the few:court: dec191ons ‘in
Japan in. which .the free-ride . and dilution theories were .. -
discussed -as the - :case jof «the. 1mpalrment of ‘the bu51ness
interests of the plalntlff had been impaired. e

(7) . The court held the following decision in connection
w1th ‘the” ‘fact ‘that'the mark'"Yashica" had beern'‘well known-
: {11+ The ‘trademarks’ and’ tradenames (I} to (M) of thé:
“pldintiff dre-widely: known; ‘therefore,:the:useion: cosmetics
-of i the: defendant"s trademarks..and.itradenames which:are
identical orsimilar: thereto.is: kikely to give. the.public
cwothe.impression.. that. the .goods.are the. products of the:
. .plaintiff, or.at;least . of .its, sub51d1qr1es. ; ot
[2] As a result of the plaintiff's exp! _
activity, the trademark "Yashica" has become so well known
that the word "Yashica"® glVES everybody a.direct. _association
i, Wikh cameras. Under these. c1rcum tan of
“'similar indicaticn on cosme
business interests of the plalntlff “since’ it’ dllutes the
“image ‘Which the word‘ "Yashi¢a™ éreates; ‘wéakens’ its
association with cameras:; and reducesi:its goodwill"- and
~pablicity:effect; ‘thereby: lowering: the:value.of. the:
;trademark of the plalntlff as an- 1ntanglble prope y;right

toﬂthe‘lack;of novelty‘?

Tftkééﬁ&dﬁ;;qjﬁé&bfnpyényﬁ:fdés@ﬁlfifff.ffff._,ff‘

4. ' ‘ ‘
(2) In the case of a design which has fallen under paragraph (i) or (i} of Section 3(1) due to
an act on the part of the person having the rght to obtain a design registration, the preceding
subsection shall also apply, provided- that such person has filed a design application for the design
within six months from the date on which the design first fell under those paragraphs.

(9) "Amanogawa Case" is also well known, though the limited
gspace disables a description thereof.

(103 There was no relation between K and J, and the court
concluded that K had stolen the trademark of J.
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(11) The plaintiff-has appealed ‘from the: District Court
decision, so this case is not final and conclusive. The
decision was passed after a comprehensive.study. of the special-
circumstances surrounding. the  trademark,.and not, ‘merely based on
the fact that the trademark. reglstratlon had been obtalned on
the stolen mark of foreign origin.. .. TR

SLL2) cArticle 53-bis ‘and Item 4 °of Article '157of ithe
Trademark ‘Act provide for-a: forelgner ‘the' 90531b111ty of’ "
-claiming‘the: orlglnallty of A trademarkflf certaln condltlons
are satisfied. - SESL LR : n

¢ "3bls

. ;- Where a reg!stered trademazk is t.he lrademark of 3 person who has the right to the
trademark m a counlry party to the Pans Convenuon or is, sxmﬂar to. such a trademark and the
.+ goods relatmg to such: right or-similar goods have -been made:the designated goods, and moreqver
‘the: trademark application ‘concemed ;was ‘made; without a:legitimate: redson and; without the
L "‘authonzanon of the person who has the: right to'the’ trademark, by his agent or: representauve or
by ‘a person who- wisg his- agent or representauve 4t any timé ‘during: the' year’ ‘preceding ‘the filing
‘ ndate of the appixcanon the person “who has'the, nght to the trademark may demand atral t'nr the

jake a dec e fef'ased where
it fa.l.ls unl:ler any of lhe followmg paragraphs‘ ‘ .

(w) the:; trademark in, the. ‘trademark- apphcauon is a tradema.rk ot is. sumlar to 3 trademark

i ..w['uch is covered by the nghts of aiperson’‘who has: the -right:to the: trademark: (but on.ly where such
rghtis equwalent to’ the: trademark -right; it is hereinafter referred :to as the ! right’ito the

WL iademark ™Y i a’country party to ‘the Pars Conhventionand which is'used ‘on goodscavered by
 the nght of such persor or on similar goods, and the trademark appl;canon coneemed was made,
" with :out a legxumate reason and mthout the au:honzatton of the person who has the nght to the
rademark, by his agent or zepresentauve or by a person who § “as Eus agent ar rcpresentauve at any
time during the year preceding the filing date of the apphcauon Howevér, this provision shall
2pply only where the person who has the right to the trademark files an oppos:txon o the grant of
registration on the gruund that the said application Falls under this patagraph &
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1+ Robert.Wy: Hampton™ -

i Speaker i : _
R ‘ﬁ::EagtmeniKodak‘Companyfﬁ

PATENT APPLICATION_ FILING DECISIONS AT b

Presented at'“

~The PIPA- International Congress
‘Washington, D C SR

This paper outllnes the manner-in- whlch lnventions
- are evaluated at:the’Eastman. ‘Kodak:Company.. It:
identifies: those whoimake ‘the:decigions"” to flle B
patent=applications; bothiin:the UJ5.-and: o
interndationally, and- the crlterla used for maklng
those: declslons.:'; B EOGEE Al .

In discussing this subject I want to draw a
distinction beétween’ patent applications filed~
domestically:==:that  is in the country where most . of
a corporatlon §.:research-and development occur'--?and
patent appllcatlons flled 1n one or more other DR
countrieS. B : Panoap omptio

s et me " talk flrst about the domestic flllng
decisionin the context: of Eastman 'Kodak's:Patent.:
Department in Rochester;: ‘New: York where we h&ve ouri
corporate headquarters.n-‘ e SRR T Pl

g Our Rochester Patent Department is-
admlnlstratlvely ‘a’ 31ng1e ‘department with® _ R
decentralized - "sections!; 'whichiare residént 4t two: 4
manufacturing plants and a corporate Research
~Laboratory....These.patent.sections. concern themselves .
principally w1th domestic, that is U.S. patent

i
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matters. . In addition, we.have:a-centrally located
patent:-section that handles international patent
matters for all of the domestic sections. The

"International Sectlon is the unit with which I am

assoclated.

The domestic filing decision is typically
made by a domestic patent attorney to whom the
technical subject matter has been assigned.: He may
consult with the’ management of hisg patent gection and
with the inventor or other members of the technical:
or business staffs. His decision is made within the
framework of our corporate policy on these matters.

: Paraphrased that policy is to apply for patents in

all cases in which valuable patents w111 ensue. The
operative phrase is ''valuable patents.”

At.this point T must-draw'a second -

distinection, which addresses theivalue of the patents"

that can be anticipated from:various applications.
There are instances in which the value of the

‘expected patents will be so high -- or so low --

that no:two:redasondble: and:informed people:could.. =
differ about.the:advisability:of filing.: The:: . .

'problem!' inventions:occupy:ithe middle grodndzandﬁv:nn=

they constitute:be.the majority of the. inventions::.

coming=béfore ug for.filing:decisions: CMGStnofﬁthe;jﬁj
clearly non=-valuable inventions are never:submitted: ..

to us in the first place. The point of this
distinction is that the clearer the case of value,
the less need there is. for the domestic attorney to
consult Wlth others.

A thlrd dlstlnctlon is: needed The
technical: communlty at-ouricorporate, Research
Laboratoriegare in: the ‘business:of -making . L
discoveries and .inventions.:: Therefore, they are
attuned to the patent system as one means of ...
publishing the fruits of their research. They tend
to befwillingwandgready<consultantSﬂtoathe patent
attorney in-making.his . .filingidecision. :In fact,
they. . sometimes even .volunteer-consultation.: The ,
technical people at the manufacturing plants; on the
other hand, are in the business of making products
for the market place.. They -are apt.to.have-less time
available to participate-in our relatively: abstract
process of maklng decmslons about flllng patent




-3-

applications. The domestic-.attorney .in the research:
environment has all. the help le.-needs; his-colleague:-
in- the imanufacturing- envlronment often is 1eft to hlS
own devices. S ; R

I'want.to. .turn back, .now, to the first
distinetionI:drew: .‘that between the domestic flling
decision and the dec151on to flle 1n other countrles.

- In Kodak ‘the questlon of whether or. not to
flle abroad. usually is addressed- several months -after
the domestic application has been filed. This is
because,.-of -course, most: flllng 1n other countrles is
done under the-Convention: : oond e

The decision to file in a number of other
countries entails much greater costs than the
decision to file only domestically. Therefore, the
process of making the decision to file abroad
sometimes involves many pecple. At our corporate
‘Regearch Laboratories, there are often ten or more
people meeting regularly to participate in what we
call "foreign filing" decisions. They include
management represéntatives of the Research
Laboratories, manufacturing and the Patent
Department, both domestic and international. They
also include line and staff personnel from the
Laboratories and the Patent Department. Because
these committee meetings entail the exchange of
technical and legal information bearing on the filing
decisions, they incidentally become a more general
forum for the useful exchange of technical
information among Laboratory and manufacturing
pecple. Perhaps that justifies some of their high
costs.

At the manufacturing .locations, fewer people
are involved but it is still a committee activity in
most cases.

An important counterpart to the filing
decision is the decision to publish. We publish a
rather large amount of technology, some in scientific
journals and some in other media. The publication of
marginally patentable subject matter is largely a
defensive act. It prevents others from patenting the
- same subject matter on later filed applications, and
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then asserting” those'pdtents agalnst Kodak: - We: ddn t
want--such:patentsiourselves; because we: would not

assert them against-anyoné:andrthéy. would’ 51mply be
expensive publlcatlons.

I‘have focussed. on:Kodak's:several
mechanlsms for‘making +filing ‘decisions and have: sald
little if anything.about the criteria for making: '
those decisions. Let me conclude with the

~uninformative observationithat,=at Kodak, the 31ngle

criterion for'decidingto- file af ‘patent: appllcatlon
or, forvthat matctér,::to pubkish; is 'the predicted
cost~effectiveness of the:results.;fHOWﬁWeapredictt"
cost-effectiveness 18 anothersubjectientirely.




FOURTEENTH ‘INTERNATTONAL 'CONGRESS

1 Washingtomw, D. €.~
October 19 - 21, 1983

AMERICAN CYANAMID COMPANY, represented by Jack W. Richards,
Patent Attorney, DAVIS & {GECK' DIVISION “and: LEDERLE‘STANDARD
PRODUCTS, Section Manager.

EVALUATION'OFVINVENTIONSTW

by Amerlcan Cyanam1d Company

P
HEON

“1)\ Research PrOJeCt‘im

1) Select1on of Subgect Matter

ii) Division Research Work _

iii) Research Meetings andlgepaft$ 

DTS D EEHEA S

2) "Invenmtiong!' . eicowd U pmioiii gy

i) Preliminary Selection and Evaluation =" nrii o

ii) Technical Recommendation

3) Record Of Invention

i} Preparation
"a) Consultation with Patent' Attorney.and Liason’ Preparation
b} Number Assignment

¢} Inventor Review

ii) Submission
a) Case No. A331gnment and Ass1gnment to Patent Attorney

i

TBY T Patent AdministratsT U FUREEISH Computer hntry (Case
- No. - Inventors - Title - Date- Attorney - Division)

¢) Domestic Patent Committee MeetingiReéview: - Composed’ of
Commercial, Technlcal and Legal People

d) 'Rev1ew ‘and Recommendat1on
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4) Preparation of Domestic Patent Application

1) Preparation of Specification. and.Claims
ii) Action Sheet

iii) Inventor Review

5) Filing of Domestic Patent Application :

i} Patent Administrator

a) Action SheetiandyCage Folder.

b) ComputerEntry (Type.€laims--~FieldiUse - Product and
Code Nos. - Key Words .- Trademdfks -~ Laboratory Names
and Designations - Abstract - Commlttee and Meetlng No )

ii} Manuscript Book - Schedule for Eore1gn Patént Commltfee a
Meetings ST ELD et : ﬁ

6) Foreign Patent Committee Meetlng o

i) Composed of Commerc1al Technlcal and Legal Peoplé
ii) Meets Twice a Year Within Six Months U.S.iﬁ%%{ggipqtﬁf
iii) .Review and Recommendation-, . o toslon

a) File? b BRRTE

b) Where File

7) Preparation of Foreign Patent Application

‘fu;iis;Preparatidn.OﬁaspegiiiCﬁtioh and. Claims: D urn’
ii) Combining Cases

iii) Inventor Review

8) F111ng of Forelgn Patent App11cat10n

1) Translatlon B

1o 1dd). . Computer. Entry;.:
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9) Domestic Patent Committee Meetings ... ...

i} Prosecution History, Status, Prognosis and Decision

Review

ii) Maintenance Review (fees)

10) Foreign Patent Commitfeé:ﬁeét{hgéa

i) Prosecution History, Status, Prognosis and Decision

Review

'ii) Maintenance Review (taxes and working)

LR P R
5

CIWRemke o
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Protection ‘of. Invéntions in IBM & !

¢

by E. Ronald Coffman
IBM Patent Counsel
Charlotte, North' Caroclina -’

IBM ‘s process for making decisions on its inventions has developed to

‘accommodate a complex business that is characterized by techni&&j

‘business and geographical diversities.

IBM consists of a set of business area divisions which act within the
legal structure of the U.S. corporation and its various subsidiaries.
The divisions have their own president, resources, facilities and
busiﬁess cbjectives. 1In general, the divisions enjoy substantial
independence in making day to day business décisions. There are

. producf and research divisions that cfeate inventions and marketing

divisions that sell products that use the inventions.

Patent matters, however, have always been a corporate-wide or
headquarters responsibility exercised by the Vice President for

' Commercial and Industry Relations. The actual administration of

“invention protection decisions in IBM is disperééd to individual ﬁétenﬁﬂ

departments which are a part of this headguarters organization. The

¥

October 03, 1983. . Page 1
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‘Protection of.Inventions..in IBM

patent departments. are. located at. remote IBM division facilitdies;. ...

particularly.those having laboratories. .. - .

. Individual decisions on inventions ave made at the location patent .

. department. as guided by -IBM's Selective Filing Policy and a portfolio
administration organization called PTAC, .[(Patent Technical Area . . ..
;;Qghmitteesﬂw.,Tne decision is.the primary responsibility -of .a. patent
.professional, acting upon. facts and-opinions PIQY%d?d;him»bY:&Vﬁilahle
#. business .and technical expertise.. This, is not to .say that inventors
and laboratory management do mot participate in the decision. .Quite.
the contrary, -local. laboratory management .and technical and business

‘experts, as..well.as; the.inventors, are extremely influential on.the,.

= decisions;made, .even..if .the.patent professional is the one ch arged with

the responsibility: of making. the decision...

v

-+ Let me nowytell youjabout the. IBM Selective. Filing Policy.. .::.3

Simply stated, the Selective Filing Policy recognizes that. IBM. will not
seek to patent all patentable inventions that its personnel makes.
=;;;nst¢ad;apatﬁn;ﬁ-willybeefilgdkpnﬁx:ﬁhﬁﬁaﬁthﬁwlﬁgalaﬁigh;ﬁ.a§599§é§%d
with the, patent are-judged to.be, important to, IBM's.business needs,
some inventions :that:.are important to IBM's business .do not..need -patent
-protection.:: For«example, where. IBM. has already: obtained-broad : . ...«

protection;-in a. particular area, additional patents may be. redundant.

Octcber 03, 1983. Page. .2
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‘Protection Gf'Inventiochs in'-IBM

Generélly}nIBM:doesihbf-fiIe-paténts?fdetheﬁméfe'puprsé'df*créaﬁihé
prior art or so-called defensivék patenting.  Instead, IBM has ‘its’ &wn
publication, entitled the IBM Techniéal Disclosure Bulletin, which is
pubiiéﬁéd'hbnfhly5to place intc’ the ‘publi¢ domain;, ‘techniques and ideas
‘which we do ‘not Gonsider’ worth the ‘expense of patenting.  Thus, we have
the 6pti6h ‘Yo' rate a particular ‘disclosure "Publish™ in‘ addition to'"
WFile"=Or”mNot~File”f“7The'poftfolid”adminisﬁfatidn’bféaniZatioh3WHich
“"wé*call”PTAC}?pfdﬁidés*a=frahew0rk'to'quiét'the'ptbféssibnalEto?féaCh
_aﬂdeéiéion;*-WE'pfesehtiy’ﬁaveiéé”such-bommitteespﬂ‘Theyfare;made—ugﬁof
membéks'froh~£hefﬁrofessionél*ranks.ofﬂiBMJsﬂdifferéﬁt'patént-ii?"“
départmentsy’ ‘Each ‘Committee i&’given jurisdiction ‘over a’majox -
Itébhhqibgy“éféafbfilBMﬂs?buéineSQQ fo¥ -example;  impact' priiters ori®
Y eireuit ‘manufacturing ./ The committées have' co-chairmen; ohe of whom' is
a U.S. professional, the other being from. butside the United Statesi
Each committee is responsible for developing and maintaining a
porifolio strategy based on the' committee's iHsight intio IBM's @xisting
patent portfolio as well as technical and business trends both inside

'”éﬁdqéhﬁéide“deIBML”“*”**

‘The portfolic ‘strategy assists Gtherpatent professionals ‘to understand

. IBM'S ‘portfolic ‘needs in’'a particular-tethnical area. - When a

“professional’ decides ‘that ‘a patent ‘application’'should be:-filted, a '

formalized ‘recommendation’ is’ generated, describing ‘what' the invention

is},“the' scope ‘of claims ‘to beexpected, the Known' pricr art, and '+

Trredsons why TtHig T invention merits  protection i This  Fédoiimendation g

October 03, 1983. _ Page 3
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“Protection of Invéntions in IBM

then reviewed by - the approp¥iate PTAC. ~ The' PTAC may have'additional
information-that thé professional should consider, or may’ disagree’with
: the professional's conclusion.: If the’ PTAC agrees that filing ds '

B appropriate,’ it decides on-the ekxtent of counterpart filing:desired:as
well’as a maintenance plan and other administrative details, allibased
on’ the PTAC's" judgment - on the*importancefofnthevinvehfibn} The PTAC's

©i’decision may  change'with the’passage of timew: Inventions: which'the’

| local professional decides to rate Publish are also cirbulated to the
relevant PTAC priqr to actual publication. It is within the
prerogative of'the PTAC-to récommend that’ su¢h inventions be'¢onsidered

for patent’ application”filingi+i "

While the“actualiprocédures éstablished by individual patent ™
departiments-may’ vary’ considerably’ from  location to location;” some

Jeneral obsetvations can’ béimadei

The primary  responsibility’ for initiating review of’ an invention’ ig
"placed upon the inventor. A standard Invention Disclosure form is
. provided*fbr?thé_inVéntOr@td7describefthe invention to' the local patent
‘' department. *The Invéntion’Disclosure’is”generally réviewedfbyfat”léast
ﬁ?anév%echniéal/busihéssvékéért-thﬂprovide93s§ecifiC'guidancé«to the*
- patent professional makihg the decisioni !This' review,®at’some:
iocatiohsjﬁis~condﬁétedﬁsimplyﬁthfoﬁgh 2 written questionnaire, at "

“iotherilocations, “by an interview; and still othér locations by a review

ARG ERAE SIS T AS A FOTUR T T THE bALEAL P OFEE S TONA1H o WHOM- EHEH s

October 03, 1983. , Page: 4
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~Protection;of .Inventions- in . IBM

Invention: Disclosureis- assigned.will- conduet as much-:of a. prior art

‘-:search as he considers. appropriate, based-upon-his-view:of: the

invention: and. the guidanceggiven him by,thethchnicaljbusiness,q
w;eya;uatpr,aglnfthe¢propesspo£-reachinq:a;dgcision,,the”inventors are'
..generally  prowvided. with an-explanation. of the .reasoning:behind the -
+decision which. may: include:a.-discussion: of prior.art er.a.discussion of
business or:technical merit. *»The- inventors are.formally. advised: of:the
»decision: by letter-in each . case.

. :The. decision.of where to. file counterparts .is primarily.a. : . ...
responsibility of the PTAC organization.  Along with, the, portfolio.:
strategy, each PTAC develops a counterpart strategy based upon the
needs of. their PaltiCQlQI.¥§Cthl09Y~'uEhiS%SiratEQYTtypigaily RN
add;essesua;set‘ofqﬁountxi¢55oprrima:y,ipte;§5t¢'r&héhﬁ6945i9n-f9£u
filing in countries other than those.of. primary interest,.is made: by
the manager.of a patent department assigned to look after thoée
pﬁ:ticuiaxncpumtrieSQ;wi&hvgeyiewwbyithe@assogiatedwgiac-g;ﬁw;-

B!

s The decisien:on;payment. of maintepance. fees is-also a primary:- ...

zresponsibility.of the: PTAC organization:and . is- keyed:off xhe;@:iginal

PTAC QECiSiQn:wpighgwas¢méh$i9ne@;abgver;55x50he§ule;is:m@intaiped"for
each igdividpalwqunpry;indicatinQ:whenga particular .patent should:.be

considered for:nenspayment.of maintenance. fee..:This. schedule is....

sireviewed periodically by the appropriate, PTAC to assure.that automatic

bandenment:-doesnot:produce-undesired-errors

October © 3 » 1983. . ::'-Pag:,e-:*.S LREEL L udb wmriorn
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» Protection of Inventions in IBM

. reviewing patents, IBM has a computer data base which collects such

information as which products the patent relates to and whether the

patent has been used in license negotiations., -

The IBM approach to maklng de0151ons on 1nventlon protectlon 1s the
result of over:. thlrty years. of evolutlon.‘dwe belleve that . 1ts success

comes ‘from & ‘good balance between centralized” dlrectlon and local g

respons blllty and flex1b111ty.

october 03, 1983. Page 6
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Committee No. 1 Feooo eoidosd L Speakérdt ALE. Hirsch, Jdr.

“EVALUATION OF INVENTIONS =~
SUMMARY “OF "U:S. -PRACTICE = =+~

SUMMARY
Vittﬂé]th311'invéhtfcn§.médé“ty:eﬁpToyééé'ot Eompaﬁtééxthythé
crioSE Fédeive careful review and EValuatioﬁ“phﬂ@?”ﬁd”tﬁé“fﬁlﬁhg”‘ *“
‘of a patent application... Generally, this: review is undertaken, .. .-
or at Teast gdided, by a patent attorney. The patent attorney
acts to implement the philosophy of the company as established
by its management. ‘ |

In the U.S., the guestion is not really whether corporations
evaluate inventions made by their employee-inventors, since
~virtually all companies do so, but is really one of how and

to what extent they make such evaluations and what ground rules
they use.

Evaluations are deemed necessary because of the relatively high
cost of securing a patent and because of the time and expense of
preparing the deftailed patent specification and drawings required
to meet the standards of the U.S. Patent and Trademark Office.
Moreover, because of the first-to~invent system used in the U.S.,
there generally is ample time to make the evaluation. Untike _
the first-to-file system, there is no real necessity for rushing
to the Patent Office as soon as an engineer has disclosed what
~might, or might not, be an invention. - Rather, we have -the time - -
for careful evaluation, provided that we make proper records of
what was done. The resylt of this screening and careful review is
wﬁthat many proposals never mature 1nto patent app11cat1ons Often,

techn1ques and 1deas that are not se1ected for patent1ng, are placed e

in the public domain by publication. This provides a degree of
defensive protection by preventing someone else from Tater gett1ng
a patent on the invention, SR : : SRR
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Inigeneral, patents:are sought-for inventions: that provide 2.
some competitive advantagesto-the:company:. -Thissadvantage :
may be in the form of an exclusionary right to prevent others
fromiuSingﬁthE-inyention;*fok“examp]e;rfrbm;ehtering thel field
oradirectﬂerOmpetdngfwith“afproduct.wiPatents;mayfbe-uSed?ihta
Ticensing program that-provides: royalty:income to:the: companyi:
Othersiuse patents to demonstrate:company’ achievement as:aid:din
negotiating crossilicénse agreements: with:others. A portfolio:
vof:patentsimay be‘used for-other biusiness:reasons, for:exampie;
ﬁbcfacﬁ1itate?joint5ventureﬁagreementh:merge?s,rand:sn”ow;

Of course, patents help to“enhancesthe staturesof the! inventor,
or the company, or bofh by estab11sh1ng a pub11c record in a
Jform recognized around the world: : R

5Althoughsia decision?to*fi1é a*patEnt“appﬂicatioefat“sbme Ebmb&hies
resultssiniat reward of moneystos the!inventoriithis Factor: has

almost no bearfng on:thevdecision torfilel: "o Zuid

Themechanism:employed for 'making:a decision tor file:varies from
s company torcompany.::Thetindividual’l papers presented by the! members

of -this:panel:demonstrate the:variety.-

'Many companies empower the patent attorney to make the decision
afteri consultationswith thée:inventor,<company:managementi the '
~1icensing ovrganization; and othersiintérested in’the invention”
coriprodyct dinvelveds “The:decision; 0f course,”is made within =
the framework of the corporate policy. SRR

 =0theiv companies employ a:committees; or group: of expevts, to’review

eachiinvention andimakeithe filing. decisdien on the®basis of overall
company:polieyi’ Foriéxample; the committee  may:be made up of
managing-scientistsy marketing specialists,”1icensing negotiators

“andlothersi® Using this committee technique; somewhat better i
control of the balance of the overall portfolio of pateits’ s
maintained. Frequently, a separate committee is established for
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each product divisioni.:.There:generally is:oneqmemberfwho,SitS'
on all.committees:ito provide:coordination.. '

Yeti:-other companies-Jeave~the:decision-entirely fo:the product

_andrmarketjng;organdZﬁtﬁons;;,Jnvthese;companiESwthe;managers:;

decide-which: patents would:enable:them better to -maintain-their

- position: in-the market:or:to:receivesroyalty incomex: :zThez-..:;

patent:rattorney:advises-only:as.to:the:likelihood-of:securing:a
patent. on-the selected dnvention,iand:to .the scope-of:the:claims

‘to besexpected. This: system is:generally. used: when the product

division: isxbilled: for:the: patent work:

When the decision to file is maﬁewby a;commjttee;aor;by;afmarket
managder, a written request for patent action is provided.to the

;patent attorney..:The: attorney:then files:the:.patent application

asxrequgsigd.53Ihereafterg%the~attorneywkeepSwtthinterested:$~

‘parties apprised of the ' progress:of;fhe:prosecution.s -n

- 0On: the:other: hand, when: the patent.attorney.ds:responsible-for’

g making: the decision:on.behalfsof:the.company,.different procedures

may be employed depending,upon@thegparticu]ar;companyaand&ﬁtssg
organization.

Forithe:smaller company,-and.particulariy one;with;a.single.or.
central . location, the.attorney.may.gather:the.necessarysopinions
directly and.informally. - The:epinions_are evaluated and-a.decision

s made,

+lmother, companies,.particularly larger- ones -with.many-divisions

~.scattered around the.country, a:more:structured -arrangement:is:

ccorganization

used.., Often,. written-evaluations are-prepared by different s -

within the; company and-circulated; for: review

168
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Decisions. to . file.-in:.foreign. countries are -usually made in a::
fashion: similar to. the: one described above for domestic. :
applications. - Typically, the:-decision is made some .time after .-
U.S. filing, but:within sufficient-time to permit filing.:

under the Paris Convention. : '

~In my..company,. wherein the U,S.. patent attorney, the foreign
patent attorney and: the. Ticensing organization are at different..
Tocations, a system of written comments.and recommendations is
used. Injtially, the domestic attorney discusses the invention
with the inventor and other technical people and prepares a
foreign filing recommendation based on expected foreign use

and other commercial considerations. The foreign attorney reviews
the recommendafion and records any comments that might bear on

the foreign filing. For example, the attorney netes any divulga-
tion that would prevent foreign filing in some countries and may
render an opinion on the scope of claims that might be obtained.
These comments and recommendations are sent to the licensing
organization for review. The licensing organization'formu1ates
yet another opinion based on the expectation of licensing value
abroad. FEach of these organizations suggests in their written
comments the countries that should receive patent protection. The
foreign attorney then reconciles the various opinions. This is
frequently done by telephone. Possibly, in difficult cases, a
meeting attended by representatives from all orgenizations is
necessary to reach a final decision. 1In my company, all of this
is usually completed within six or seven months of the U.S. filing
date.

Nearly all companies, certainly all those represented here, continuous-
1y, or at least periodically, review their patent portfoiios to

‘Mdetermqne whether or not continued ma1ntenance by way of annu1ty -

payments 1s warranted Some compan1es ma1nta1n computer files
which serve to remind the attorney of the need for a review and to
provide up-to-date fee data for each foreign country. Decisions to
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maintain are made after-an evaluation imiTar:to ‘that described’
above. That /s, .patents are reviewed to detérmine whetheriithey
are 'satisfying:the ‘goals: of :the ‘company, whether: it be ‘the. &
provision of ‘d@n Exclusionary right, royalty ‘incomeys ov ‘other
competitive advantage. P remsnallon s '

It iSﬁhﬁpedlthat Ahds brief outTdne” of ULS . practy el Wil provide
somerbééﬁgifUY‘fUYther”diSCussidﬁPbyythg'paﬁeT1Vc o




EVALUATION OF INVENTIONS

Jananese Group, Comm1t+ee No 'I'“

! Subcommlttee No.:ze
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$. Suzuki (TOSHIBA}

Abstract

Tt is indispensable in the management of patents to adeguately
evaluate inventions created from technical activities in a
business enterprise and to treat such inventions on the basis

of their evaluated results. According to a survey by the

Patent Management committee of Japan Patent Association,

85.8% of the member companies responding'to the guestionnaire
had already performed evaluations of inventions and/or patents,

45% of them had indicated differences resulting from the post-

treatment of inventions and/or paténts ifi rasponge "t evaluation
rankings and have managed them. '
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This report will introduce those results on how to evaluate
inventions and how to check relevant p01nts for evaluatlon ”

as well as the statistical performance in the actual'eValuatlen
of inventions by Japanese enterprises and the statlstlcal re-
sults of the treatment of the inventions by employlng the evalu-

ation results. Further, examples of ‘the evaluation 'standards

_ and formats of invention which have been actually adopted by

the various enterprises will be 1ntroduced.

It is remarkably dlfflcult to evaluate an 1nventlon p051t1vely
according to fore51ght CIEid also 1mportant to spec1fy a’

.format of certain type to evaluate an invention ;efficiently

and to settle on proper evaluatlon Standards, operatlon

policies for evaluation, and proper evaluatiOn manual
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Accordlng to the survey of member companles by the Patent

Management Commlttee of the Japan Patent Assoczatlon
in January, 1982, 85.8% of the member companles have

i s performed the ‘evaluation of ‘inventions and .patents’in

=various ‘formats; and though the enterprises-have great
sinterest: in such evaluation work,:this theme has: never

‘wﬁbeen:diSCusseduat'pastﬂPIPA'meetingsLt'“

... Japan contemplates becoming technrcal 1ndependent country,

and .Japanese appllcants have naturally performed evalua—
tions of lnventlons with the Ancrease of 1nvent10ns as
by- products of active technlcal [development and have
carried out adequate and efficient patent appllcatlon
and examination regquest as well as providing appropriate

compensation to inventors.

In order to make large profits by utilizing inventions
created by the research and deﬁelopment activities of an
enterprise, it is of course most important to obtain
exclusive rights by patents. In other words, it is
necessary to file a patent application to obtain adegquate
and strong rights for an invention, to follow necessary
intermediate procedures and to maintain such rights after
gaining them. For this purpose, it is necessary to

study effective and efficient evaluation methods.

Most enterprises have carried out certain evaluations,
but their details have not yet been identified. However,
with "The Evaluation of Inventions" published in
Information Bulletin No. 111, which statistically sum-.
marizes the actual status of the enterprises of the
member companies by the Patent Management Committee of
the Japan Patent Asscciation this year, actual data

on the evaluatlon of the 1nvent10ns by Japanese

enterprlses can be introduced with reference to acutal”
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survey results on the evaluation of inventions:-im. the

enterprlses, as summarlzed in "Inventlons in Enterprlses

“and Compensatlon issued by’ the Japan InStltUte Of

Inventlon and Innovatlon last year. -

5

:uUnited*States enterprises have filed .fewer ‘patent .applica-
swtionstfrom:their:-own States -as' compared with :Japanese

isienterprises with respect to -the population per.-invention

and the relevant -scales of enterprises, -but .this:.could

be conSLdered the result of the severe evaluation of

'Fnzlnventlcns Accord1n91Y, the dctual data of thé ‘evalua-

“tion of inventidns “in Amerlcan enterprlses could be

""'1dent1fled and actlvatEd tO 1mprove evaluatlon by

s
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2. sSignificance and Purpose of the Evaluation of Inventions

A

Signifioance of Evaluation

;Slnce competltlon among enterprlses has intensified
“and actlv1t1es in ‘fesearch and development have

‘also 1ncreased &  number of anentanS have been

' L'created by varlous enterprlses, but moszt enterprises

have evaluated these inventions f£rom the points of

view of technlcalltles, rlghts, economic aspects,

,fhave ranked them by thelr evaluatlon results, and
_:have varlously flled, not flled _or publlcly
_.dlsclosed

Tt is effectlve w1th regard to relnforcement of inven-

tions to clarlfy ‘the ranks of the inventions and to

_mconcentrate labor 1n order to expand 1mportant lnven—

tions. Some enterprlses have a po‘fcy of flllng as

many inventions as 90551ble due to such reasons as the

“establishment- of! prior-application rights, of a reason-

“able nunber of applications;, and .the: encouragement of

inventions for inventors;:but it:-would be difficult in

this case to manage precisely the requisite application.

- Inventions do -not originally . have -equivalent value,

but the degrees of the contrlbutlon of inventions

"to ‘bugiriess are varlous, and an 1nventlon should

accordlnagly be handled in relatlon to its content

and quallty

Consequently, the judgement of the value of inven-

., tions should be performed undex p011C1e5 according
. to predetermlned standards w1thout 1nstantaneous
-“evaluatlon merely con51der1ng the 1nfluence of

the evluatlon results on a glven enterprlse.
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(2)" purpose of Evaluation

L
|
The purposes of the evaluation 6f the ‘inventions if

. .are to find better 1nventlon5 that w1ll eventually

result An, prOfltS for enterprlses, to handle

‘ﬂlnventlons, from, the ;ew901nt of thelr 1mportance,

__w1th1n englneerlng and patent degartments, and to
.- preoduce. strong. patents. . Moxre concretely, the

.ﬂifollow1ng purposes can be clarlfled

ZV:Q“fTo obtaln good judgement ‘on how to tréat the
wproposed ‘invention sSueh as flllng, 1nact
of filing {for the internal stock’ plllng of

u;know~how, or, not fllung due to the lack of value

};1n flllng), or, publlC dlsclosure.,_hﬁH

'q;Welghlng appllcatlon prosecutlon ‘to summarlze to

'”'lmportant anpllca

il

i Discussion ofrwhether: foreign.application is

irecessary: or:not:and the selection of .countries

< forcapplication: i wo

The settlement of wasteful examination reguests

Lodndomadntendnce jof rdghts of Doaioanusd

. P -
il

;ACompensatlon to the 1nventor (compensatlon for

L appllcatlon, compensatlon for reglstratlon,

compensation for actual results),

- {_._Fu;;_:t-he__r Byl

”“Improvements ln 1nventlons “and’ thElr ‘procedure

" and furtherance of “the creatlon of ‘désire to

1':"1nvent or develop die ‘t6 ‘the’ feedback “of the

: evaluatlon to the department where invented.

R bTs: geme nt-of-the POS itive--level--of-the—inve ntlngA

company's technique
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3. Evafudfiol Standards for Iaverntions’

(1) Evaluation Procedurss

';luAn 1nvent10n becomes valuable for an enterprlse when
mf_;t is establlshed as a patent and 1s actually used
'by the enterprlse or the others. Not all inventions
Cmlivmmii:] have*alwaye:contrlbutedmto the:profits-of an enter-
prise. :iItvis,; therefore, .necessary for ' an enterpriee
to reevaluate the invention from its creation through
the Lapsefof;theipatent~right5 en it.:7TAs a result,
_the Japan Patent Association has searched the objects
~for 367 Japanese companles, 85 8% of ‘the total number
' of entelpllses answered the questlonnalre to the
meffectmthat they have ‘been-. evaluatlng 1nventlon5, the
| __,.a_n.a.ly‘zu.e..t_l... ‘results ..._ac_:.g.ordﬂ.l,ng.‘_tg?_-_, the types of”i

ficlds: are shownﬁin?Fig;:l.

‘Ratic of evaluating enterprises (%).

| 5o 2 858/// 2 %

i I
Constructfon R

laneous

"Fields ;

- Figu-l--Performance-of-evaluations..(ratio) ... ...
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Among the ente;g;iges,_93.g?_ln the metal and .
mechanical industrial fields, 87.2% in the eiectrlc
machinery field, and- 82;0% in“the ichemicdl field

have carried out the evaluatlon of 1nvent10ns,

——

”¥prov1ng that the' evaluatlon of 1nventlons is of

'“substantlal lmportance in those enterprlses

- The ‘results:uof theisurveyiofttyPES-ofrthe'industrial ;

ifields are shown . in-detail in Table 1.-:°

~ Table 1w Performanceof revaluations

“iPperformance of evaluatidn

T items

b S Dvyagia e aln e e e e N
Type of e : _ ©
cindustriaX oW AT DlNumBersofF| et Nuniber!of - |
.4 fields .. ™S~ [.companies | . . .. | companies | |

Total enterprises - S3150 i 85 e maa B2l 14,2

Metal and

imechanica)l | B3 oopoe3.2 6 ) 6.8

{Eléctric machine | 82 ! 872 | . 12 1 _12.®

{ Fields

Jomemicar = ool 137 0l B2.0n 0 | is0

Construction and

i b w3 | TELE e i Ao 2305
miscellaneous ' ;

==Thus ;- whether: evaluation: standards ox: evaluatlon—
: falis gtandard documents “have- been preparéd in the
J uenterprlse5 -which have. evaluated lnventlons has

% .. been: surveyed The results are shown in Table 2,

o ok ot NP SR W




Table 2 . Evaluation: standard sccording to presence

-~ . -or absence.of evaluation timing-

{Number of enterprises)

..... A o _tioﬁsu..“.ﬂwn
Items pplica

.| Applica- |Foreign [Examina-| Inter- |Annuity | Compen-
| tions - iapplica-|tions . |mediate |payments| sation
e RN EESCUN I tiQ#Sr‘-rEQUGSts prose- - i for éxe—
V TYPE : of o cution” cution
stpes. . : .

industrial Fields .

3Tg£airen£e£prises; VESQV. 255 278 146 . |. 236

Meta} and g0 | .75 81 D48 e 73
mechanical - L RS :

Electric machine g4 i .76 | 82 A6 . 86, ;; :;75

Chemical . [ 104 98 | 104 | 48 “67

‘Fields

Constructicn and
miscellaneous’

14 | o6 ] ow f ool 10

As a result, evaluations have been performed most
gt the  patént  application time ‘among  the patent
applicationsitime, foreigh application time, exami-
' ‘hatibn Teguest time, intermediate’ prosecution time,

tdndt anhuity payment timel o T o v

The result of the survey: as, to whether established

evaluation standard documents have been prepared or
“not ‘a@s ‘with’ithe -above-tases divided according to

7 the applicatieon, foreign ‘applitation, ‘examination
request, intermediate prosecution; annuity’ payments
and execution of invention compensation times is

shown in Table 3.
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Table "3 ##E¥&laation standard *documerit's ;according to”

presenceor dbsence "of evaluation timing

{(Number of enterprises)

Type of :
1ndustr1al sectors 7‘. : steps’

.. Jtems

Applications

o lappiica-

a— | Fe ? Examlnar Inter~ pralty Compen-
tions- |, 7

a2~ |tiong” - |mediate |payments|sation
“ o |requests|proce— for exe-
' cution | . “|cution

{"Total enterprises - | . 137 | 104 | 144" 407 |97 401gs

S

: fieid

Metal and

37 | 30 | 38 10 {300 6o

|mechanical

@lecfric%machine é 49 “46 | 89 S

C 74

Ch@mlC‘al : N 45 . 26 .- 43 . L

Construction and [ ‘ : : _
miscellaneous | : ' ; ‘ R SR i

.. /AS .a-consequence, evaluation standard documents at

_-the result or.execution compensation time.have been

':wiéﬁecutéésmosfsépggﬁding,$he;totalﬁand“individual

(2)

fields of the enterpriges. in metal. and mechanical,

electronic machinery, chemlcal, and constructlon

"and mlscellaneous flelds.'

" E.vé_l‘u_aicipn.,sta:nd:a-rdr-.doc.uments-: have also been employed

; atthe -exami.nai:;i,@n request and: application: times by

.; the enterprises, ...

Items'for Eﬁalﬁation
The items for the evaluation of inventions are

required to be these which can appropriately evaluate

the examination, technicalities, rights, economics,

182

“compensation and social points of invention, patent™

application or patent, the items can be considered as
listed in Table 4. from the these points of view.
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The evaluating.time is.also are important factor,

and can be considered at the invention, application,

foreign-application, examination reguest, tight
...Maintenance, abandonment (or.annuity.payment).,....’
licensing, assigning, ‘and*license compensation "

times. -

':The 1tems for the evaluatlon of 1nventlons ln__”':

Japanese enterprlses w1ll be descrlbed.

The Japan Instltute of Inventlon and Innovation has
studled questlonnalre results for 400 enterprlses‘
i'ln Japan 1n 1979 for “Compensatlon and Inventlonsg
Cins Enterprlses _ This. survey ‘has. been. executed.-
s forithe items appended ‘with' "*" in the evaluatlon§
‘itemsg in Table 4, which items have been regarded és

"being more-important’ at ‘thé’ évaluation time by their

sselectiony

-..The results of the survey are shown in Figs. 2.
~In the coordinate axes in Flgs.‘z ‘the first to"'E
.jthlrd ranks of the selected evaluating items hafeé
. been. listed and indicated . for’ the number of :
replies. From Figs. 2, -the’ 1mportance of the
evaluating items varies depends upon. the evaluatlng

“times; and will be: brlefly described.
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TEBle

“Ttéms of ‘evaluation

B Tteems
Examina,t;igh : -¥ Idea-and cause-of :inventions .
* Originality of inventions
* Novelty and inventivestep
TecﬁﬂicaiitiéshLlrt' f*‘Degree of reldLlOn Lc cwn‘company s technique
- J*UInfluance and advantages (development of
‘_technlques) o L
”;_leflculty of 1nvent10ns  h“‘ _
*-Practlcal adaantages (technlcal evaluatlon)
:;P;esgnqeaaqd comgletgnessxprknow—how
+* Exclusiveness .of rights (controllability)
* Presence of, replaceable technigues
utility of.conventional .techniques
* Restraints on other companys': technigues
Easiness of discovery and proof of infringement
*

’Perlnheral patent ‘status’ of ‘own companv_

Ecbhomics'

' execut

'Lflculty o;lexecutlon (féfésight of

CRatIGoEY "htﬁ'r951d1no in product (utility
. : ratio) - -

:,NAdvertlSlng effects

‘;Llfe»of~rlgnts technlque {annual -reduction

rate}
Saving
Size of market

Possibility of licensing execution to an other
company :

Foresight of license

Compensation

Degree of effort in invention

Evaluation in occupation (position and duty)

Contribution to the enterprise of the inwvention
{people, money, and products)

ﬂSﬁ




Flelds .- L L, TEEmS

Social aspects .. .1 | ‘Publicity

o Sefety i
“Danger.:of; publlc poliution. .

(NOTE)

@

The items marked by "*" have been surveyed by the Japan

“Institute of Invention' and Innovation.’

"Invention" time |

'E"Orlglnallty ié“ﬁéSi*éériéﬁsiy'evﬁluated “and when

ﬂan invention’ ‘has ‘been” judged to” show "novelty and
inventive step", a preferable "idea“ard cafise", and
a large "execution advantage", it is endorsed,

"Application” time.

':The proof of &t ovelty'and 1nventlve ~gtep” is noted

““ag’a’ reculrement for patentablllty ‘ag' the" criterion

mof judglng ‘whether “the” invention” can be’ flled or

 qnot, and the orlglnallty ‘of rlghts and "executing

:uadvantages" are” noted next:'J?

"Foreign application” time

Since the proof of "novelty and inventive step“ as a

':Lrequlrement for patentablllty has*'dlaready been

judged at the” appllcatlon tlme, ' business values
such as "exclusiveness of rights," and "executlng

" advantages" have been ‘gererally’ evaluated.
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.are noted.; -

(:) "Licensing" time

(:) "Examination request" time

Most‘entefﬁfi%es seriouslykevalﬁate the‘;éxéCutingwxf
advantages", judged as thehmbst;important:item'inu5
determining the necessity efiobtaining patents.

The "novelty and inventivestep" and "exclusiveness

“"of rights" have ‘then been-evaluated, -

(:) "Right maintenance, abandon.{annuity payment)" time

In order to maintain the rights, it is necessary to
have the right to profit by the 1nvent10n The_

"executing advantages” have beéen most serlously

-evaluated, .and. the. jconstraints on other companies”

;and. the. life of;the technique covered by the patent

When a company's patent is licensed to an othei’

company, . the, "executing. advantages' have been

s,evaluated,1asH;me;;§gtrbptjthgw:egggus;vgness of

‘wirights"gandu”PIOfiiaaﬁountfwatﬁwthﬁh»?Yaluéted as

~a1s0 yery. iﬁportant Further, “the degfee_of
relation to the company’s technlque . is also
"discussed to judge the p0551b111ty of ilcen51ng

(:) "Assigning" time

.;Aﬁsequence.ofﬁevaiuating”items-sim;;arﬁpqithat at

:.the, licensing time is, employed

"Execution. compensation! time (the company's execution

time)"

The proflt amount (ralto)" is'also importantly

186

"evaluated as belng of progressxve 1moortance, but -

the items are similar to those at the licensing.and
assigning times. ' ' .
- 12 .-




When evaluation accords with the evaluation timing,

the number of replies for the gquestionnaries is concen-
trated in the seguence of application, examination
request, rights maintenance and abandonment, and can be
considered of importance.in this sequence.

Normally, every invention or patent has been
“evaluated, but it is important to evaluate other
relating peripheral inéentioné'ahd patehté“iﬁdiVi—
dually as a single invention group. It is also
-important to bbtain unitary evaluation results for
the invention group created from thé'specific
developing projggtff‘ - '
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Profit amount //
“(rate)
~—

Life of technigques
patented

Relation degree to owning
company's techniques

Constraints on other
companys' technigues

g g

1me

: Novelty.and inventives

Execution
advantages

Exclusiveness
of rights

Ratio of rights residing
in the product
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Originality of invention

;o sw. Ideasand” cause’ of-invention : seovs vl o Nowelty and inventives [

Profit amount
., lrate) Execution

advantayges

Life ?ﬁ_x;ght§‘ i Exeluiveness -
technigues patentead

of rightsﬁﬁi

200

Relation degree to owning
co.company'sitechniques: -

“matis OF rigits ek
in the product

Constraints on: other
companys’’ techniques

Fig. 2-2 Application time
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Originality of invention

svitsildea ‘and causenof invention : soc v s Novelty. andsinventivest

i Profit amount CoLme
. . - - Execution
s rated ’

~ advantages

:Life of technigues
patented: i

- Exclusivenes
of ‘rights

Relation degree to owning A S B L T
‘company ' s’ nigues "7 o Ratio:of ‘rights;residing
' h s in the product

‘Constraints: on:other
«companys’: techniques

“Figr2s3--Foreignapplication times e R —— e —
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Originality of invention

Idea and cause of invention [ T
I R Novelty and “inventivest

Profit amount

..o (rate

-~ EXetution
advantages

Life of-rights = - B P
techniques patented : Y . ¢ BXClusiveness,
o : . : ‘ of 'rights o

200

.. 'Relation dggxge:to owning
" compariy 'S techniques

. Ratio ‘of ‘rights residing
in the product

; _Constraints on other
" ‘companys' technigues

RGN et o teqhest
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Originality of invention

.. Idea .and. capse of. invention

Novelty and inventiveness

200

Profit amount
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) rExecution
- " advantages
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_Ppatented

bodyiExe Iusivenass
aof rights,
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:Originaltity of invention

.-...1dea.and cause of -invention : R A S S TR
’ Novelty and inventives

Profit amount
. Arate). s

— L Wes
..~advantages

Life of:techniques
patented .0l ’

Exclusiveness::: i
of rights

Relation degree t i L T e
N o oieR, e OWning Ratio-of ' rights residing

company's tech . N

R R in the product

Coristraints on. other
companys' techniques

*

sTeensingtimes-
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Profi; gmount

 rate .

Life of technigues
patented

Relation

dea and cause of invention

;Originality: of .invention
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degreé to cwning
itechniques::

Constraints: onr.other
cempanysd: technigues
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‘Aesigningitimed

‘Novelty:and Jinventives

Execution

s Exclusiveness: il

of rightsi:....




Profit amount
(rate) - Exec

Life of techniques
p-tented

Exclusive
of rights

Relation degree to owning
company's techniques Ratio of rights residing
in the product

Constraints on other
companys' technigues

ution
advantages

ness

T TFigl 258" Execution compensati
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{3) "Evaluators

{a) Organization

An 1nvent10n created ln an enterprise is evaluated

in an organlzed state matched to the evaluation
purpose at the respectlve times from the creation,
filing to the executlng compensatlon after the regis-

‘““tration of the inventioh ‘in the enterprise.

.The actpaiiévaiﬁatbrsﬁare"prdvided'in the organi-
iationras a patent department only, a patent
Idepartment + other department;-a patent department

'ﬁ+ coﬁmittee an ordlnary department a commlttee,

or an ordlnary department + committee.’

'”“«:i Table 5 ‘shows the results of the questlonnalre

by the 272 enterorlses exe tegs by the Japan

Instltute of Inventlonfand Innovation on the evalua-

tion organlzatlon for the respectlve evaluation

tlmes.,
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Table 5 Evaluation depaftment aﬁ

every evaluation time

\\\\é

Evaluation
-department

1. only
patent °
department:

1 2. patent
1 department

+ . an "other

3. patent -
department’
+ committee

4. Qﬁly an
ordinafy :
department:

5. Commit-
tee :

6.:an or-
dinary
department

7. Miscel:
laneods

Evalﬁation‘times

1.

Invention:

‘38;:

I adpartment

76

.3?;

67

26

+ COmmitﬁéei

1

2.

AEplicatiQh

100

107

S a6

EER

25

0

. Examination requests

55.

a1

18

. Rights maintenance

and abandonment - -

149

41

27

(annuity payments)

Licensing

-4

6.

. 139

. 36

30

14

. Absigning -

12

e l?Oll

BEE

28

12,

Execution
compénsation ~

13

42

110

79

. Fpréigﬁfappliéaﬁions,

28

136

28

. Miscellaneous:




(o).

According to Table 5, most enterprises have the
,department +, an other department s1tuat10n at

the resPectlve evaluatlon tlmes, except the
Eevaluat:l.on and executlon compensatlon tlmes. From
thls, it 1s understood that the serlousness

of the - evaluatlon is pursued by common ;“‘

evaluatlon for executlon compensatlon 1me.

_Allotment of Evaluationg_

It 1s necessary to evaluate the 1nventlon from
many p01nts of view such as examlnatlons,_
technlcues 'rlghts and .economics flelds, and

1t is dlfflcult for one, spec1f1c person?.

_ Therefore,‘an 1nventlon is evaluated by:persons

who have spe01al knowledge of the respectlve

-evaluatlon procedures allotted for: the evalua—

tlon ltems A method of generally?summarrzrng
the eventual results of ‘the evaluatlon 1s

ordlnarlly adopted

ln other werds, an invention is evaluated by

: the patent départment in the;examination'and

rlghts flelds, by persons in the technlcal
department with- spec1allty in- the relevent
technlcal fleld, and malnly by the busrness
department in the econonic’ fleld so as to ’

5pec1fy the economlc advantages and orofrt

'potentlal

The results of the allotted evaluatlons are

necessarlly flnalli:summarlzed in the general

evaluatlon, whlch Ls-ordlnarlly performed by
the pat'nt deDartment whlch ln turn is.

dlffere t from the management system dependlng
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Points of Consideration in Evaluation

YU Inorder  tol perform’ an’ adéquate evaluation,
the evaluator should fully' uiiderstand the items
of the respective evaluations and the meanings
of ‘the“evaluation informatién' and ‘should

_necessarlly serlously con51der the necessary

"and accurate lnformatlon for the respective

, evaluat1on 1tems._"

ChIRthe” éxamination” field,” the evaluation of
ipatentability Bhould be Taised when an invention
_lhaé“é‘neW'anaflargéﬁsﬁbﬁéét‘matter, no similar
:publlc c1tatlon- and a’ hlqh p0551b111ty of
“*’reglstratlon.- : ‘ e

walnathe:technical:fielda,anﬁinvention which has

_high wtilitys technical completeness, and
development potential should be evaluated
highly.

In the right field, the invention which has
fundamentally high exclusiveness should be
evaluated more highly. An improved invention
is not necessarily evaluated more highly than
a fundamental invention, but when an inwvention
is indispensable in the execution of a funda-
mental technigue, it sometimes seems to be
important to the fundamental inwvention, and it
should also be necessary to consider its con-
straints on other companys' registration and.
protective effect of the own company's

technique.

In the economic field, not only the possibility
of execution by the owning company, but the

1;|_fe S ihe Eedhn 1que, Ehe ST ae BT TR RATRaE

- 25 =
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and the p0551b111ty_of llcen51ng to other

'companles and the economic effects on the

enterprise. and.its. profits. can: be evaluated for

.the . ivention:.. - .

~astandaxdi?atiqn;9£~E¥élpation;a

It 15 1mportant to enhance the accuracy of the

le'evaluatlon of the 1nventlon,'and the improvement
of the evaluatlng caoac1ty ‘and the standardiza-

For that
.purpose,. it dis. important. to. deeply understand

~tion: of. the: evaluator .are necessary.

:-Ehe Patent, Law;. the. Standards. of Examination,

-g{ﬁtechnlcal level ({prior:state of the art), and

the trend of appllcapkqpfspog;d also be always

observed. O©On the other hand, the micredivision

Uands weighting of the'itenis ofevaluation should
“ibedévised to ‘enablé’ standardization.
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~oi40nUkilization;of: Evaluation:Results -
tlf .iﬁportance'of the Utiiieationiof.Evaruation Result

_ _The purposes. of the evaluatlon re51des in the discus-
51on of the content of the 1nventlon as the results

_remedy to adopt the 1nventlon, the completlon of the

. ;legal protectlon of the buSLness of the enterprise
!i”(to whlch the lnventor belongs) and‘the contribution
L to the development of the busrness.m If the results

Vmof an evaluatlon performed w1th'expenses cannot be
ll}ﬁcarrled out unless the evaluated 1nventlon is not
'é;adequately actlvated these purPOSes are not met.
M;;In & Vlew of the\ evaluatlon of the 1nvent10n as
:jgthe managlng activ1ty Of a serles of PLAN, DO and
1_:SEE the utlllzatlon of the evaluated results”
ui:corresponds to the “DO.:;:l“ '

On ‘the other hand ‘as the number of "inventions to be
“evaluated 15 gradually 1ncrea51ng ‘at“present, it is
Hatural to evaluate inventicns" accordlng to pre-

.determlned etandards and"to "treit the'results

according to their importance. 1In general, inventions
“3wh1ch have hlgh 1mportance, medlum 1mportance, and

'low lmportance ¢an be cla551f1ed inte” three ranks,

_ and are dlfferently purSued and utlllzed

{2) "Invention" Time

The evaluation differs between the case in which the
patent managing department handles the evaluation
.and the- case in Wthh it does not do g0, and also

._dlffers accordlng to the presence or absence of
”reevaluatlon at the appllcatlon tlme in the patent
managlng department, even 1f the p_tent department

handles. the evaluatlon.'
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(a} When the patentﬂmanagingﬂdepartmentﬁeitherwhandles
the matter or does not but the opportunlty of

“reevaluatlon exrsts

The evaluatlon results can be largely sorted
“in"to the follow1ng two p01nts ' That is, they
:f'dlffer accordlng to whether a proposal or peti-

:'tlon is submltted to ‘the manager of “the inventor
“of the manager of the’ patent department or not.
%Together w1th the contents ‘5 the 1nventlon,
:the recognltlon of the 1nventor(s), clerlcal
matters such as'addresses and the 1iké the
”chertalnty Of surveylng the prlor art, ‘and the
A“pnqa1b1l1ty nf exerut1nn ‘of the 1nven+10n are
'ﬂfevaluated but,-ln sum, the judgement of whe-
'Ejther the 1nvent10n created at the fleld is to
C pe’ submltted to the patent managlng department
as an 1nvent10n of the enterprlse 0f not is
. must. be made,. and the. invention should be
,“hftreated accordlng to the results._ A special
...Jjudgement of. patentablllty must frequently be
i%made by the patent. managlng department.

.{p) _When the patent managing department handles the

(3)

_;matteruand.no reevaluation_egiete.upxto the
aﬁappllcatlon tlme

(The same as the next }appiieatien time"}

"Application" Time

. la)., Degree of Importance .

dTThe:deéreeHBf impertancé of{the:ihvention should
“be evaluated flnally accordlng to 1ts ‘contribu-
'j'tlon to the enterprlse, but” srnce itis frequently

“uncertalin at this time, patentability and

e
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exclusiveness of rights are prefer¥ed.
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(b)

. (g)  Medium Importance.

High Importance

The' invention:is. evaluated to obtain effective

rights and an appllcatlon is fleld. In filing,

:"varlous items ‘such as conflrmatlon and correc-
'jtlon of sPeCLflcatlons,'clalms and drawings,

'j"urgency of the appllcatlon, ‘selection of

" attorney or agent “and discussioh of the

possibility’ of forelgn appllcatlons should be
sufficiently discussed.

"”'An'invehtibﬁ'of’ﬁhié"faﬁk is’ chécked for the

{e)

"as in the above.”ﬁ -

““above 1tems, but’ the degree is not so severe

Low Tnportance

;LAn:invention® should: be edeqUately handled

according to reasons such’ as’ uncertainty of the
contents of the invention, incompleteness of the
invention, lack of patentability, presence of

" prior appllcatlon in the owning company, no

"p0551b111ty of executlon,lunnecessary rights to
“be' obtalned (but necessary to prevent rights by
'other company, should the 1nventlon be publicly

disclosed. }.

Special Imvention

An invention whichfdoesﬁhoricorréspohd to the

know-how or other inventions of the enterprice

:shall not be flled but the follow1ng procedure

'e.shall be clearly reasoned out

- 29.-
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{4) T"Foreign Application™ Time::

vv;rﬁ;*ia{aigaNecessity‘of;Foreign;Applicatioﬁs

‘;:Forelgn appllcatlons w1ll frequently be necessi-

, tated when a plan for exoortlng the product or

.;technlque er a pOSSlblllty of manufacturlng and

'tselllng the product through a company in a

',,foregln country exrsts

(b} High Importanee o

" The invention ma?”gelfiiea-ihyfereién country (ies},
_ybut not necessary ) When the 1nventlon is once
ichosen to De fliEd 1n a forelgn country, a

recheck of the spec;flcatlons, clalms and

drawings, and selectreh of attorney or agent
should pe carried out, and the possibility of

PCT and/or EPC appllcatlon preeeduree should be
selected together with:therselection of countries

Ly

rrfor. f4ling.:

saledy MediumﬁandhLow'Emportancet%”-'“'

»;_inventlons except ln partlcular c1rcumstances

lare not flled 1n fore1gn countrles, but shall

twsometlmes be flled due to pollcy reasons or

dutles in contract or the llke.
{5) "Examination Request" Time .
{a)  Bigh Importance .

“an' aopllcatlon whlch has elapsed for one year

“2nd thréé months from the flllng date should

be su‘flClently checked “f6F contents since it

Y amendment ;

R - T the final opportunlty fo

the tlmlng of requesting the’ ehamlnatlon should




the cautiously:discussed and. the examination

rZrequestothenssubmitted.

by ‘Medium51mportance~

'_Items 51mllar to the above 1tems should be
checked but shall be carrled out in the ordinary

way .

% (d):»Low Importance -

;An examlnatlon request shall:net:be field as a
:;rule.; It is.noted that .most application of this
. rank. frequently approach the'iiﬁit of filing the
&examlnatlon rquest and that,:lf this chance is
. .lost, the appllcatlon can. noilonger pbtain rights,
1__Therefore, it is, necessary. to prosecute the
judgement ef the appllcatlons correspondlng to

this point of view.

{(6) "Registration of Riéht or Maintenahee; Ahahdonment“
Time - ' Ll

wrda) ;HightImportance,.=

.ﬁAn appllcatlon evaluated at thlS p01nt ‘demands
;concern over whether the annual patent fee
T(annulty) should be pald to establlsh the rlght or
not of whether the annultles for years to be, when
‘_establlshed dec1ded or not. as well as whether

rights should be malntalned or abandoned at
the time several years have passed after the
- rights-have been established. Sinck the rights

oo of foreign: patents. are-particularly expensive,

‘different factors: from the rights within the
nation: shall be: considered. - Consequently, the

Y SR TSR P SO FE B HE T e T (e 8S MO s amsroieror
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. important the:exeduting:.advantages, and further,

the life ofitechnique:patented, presence of the

technique to be replaced, and constraint on the

technigues of cother-compasdies.’-Tf they are high,
~ the rlghts should be certalnly cbtair and main-

w"talned by con51der1ng these faotors

{b)

(a)

Medium Importance

The results of the evaluation atithis:stage are . - - -

51mllar to those in the above paragraph but if

Gﬁthe rlghts are not yet executed ‘at this time,
wfthere 1s less p0551b111ty of executlon in gues-—
:tlon, buL, ‘in fact “the minimam” fee lequlred to
:;malntaln the ' rlghts should ‘be” pald to frequently
establish’the” rlghts “6r “the moment._ But in
aﬁcase of contlmuatlon, or abandomnment, abandon-

:?ment shall be* dlSCUSSed REEFRSH N

(7)) "Activation of Rights" Time

Difficulty of Evaluation

It would bhe difficult:ot judge: the contribution

rate (value) patent rxghts occupy in the sales

'?Eproflt for one produot. Because a certain pro-
T duet” sells weli' 'sometlmes largely depending
'fupon bu51ness efforts,'a Dlurallty of rights
pfmay exist in one produet,'and the advantages of
';the rlghts freouently cannot be clearly identi-

'Tfled in’ one product. e

- The activation:ef rights:depends: fundamentally

v Lupon: thetexecution: of: the: ewning . company's

‘technique’ as:the most. frequent activation form,

“ubut - the expenses: reguikred: for the establishment

ot tReT Y {GRES, AR EHe AT hEenande




of the -rights; cani be relatively clearly calcu-

“ilatedy © But ‘the value ‘ofrexistence of the rights

Secan-berdifficult: to calculadtein precise amounts,

‘iridue o’ the above reasons;: and the  opporunity of

(b)

deta)y

~treated-according-to-the-employeels..invention

“the next: llcen51ng and a551gnment becomes one scale

“of the royaltles

Specialty in Evaluation "1

" Evaluation’ ‘facotrs ‘in the ‘case of licensing

‘or assigiments  largely occupy th&: excuting

advantages, i.e., marketabilityiand'profit
rates, and entangle the owner's technigue

“and relationships in the business' field,

On the other ‘hand, the counter-value of the

_Vrlghts is calculated by subtractlng the
”amount calculated on the basis of the evalua-
- tion of .the above factors by the expenses

- required for the development and for the

establishment, maintenance of the rights, but
is further affected ordinarily by power rela-

“iition o ceompétitors) “solvency, and evaluation
' based ‘on ‘the factors irrespective of the sub-
sstantial level ‘'of the invention, with the
" result the ¥ights can be evaluated from the
point of factors other than the above evaluation.

 (8)  "Compensation to Inventor(s)” Time

General ‘Facts ¢

.., The -situation. regarding compensation to inven-
- . tor(s) is largely classified into three stages

such as application, registration, and execution

times, at any of which the compensation is

"in the owning company, but application and

- 33 -
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i registration :time compensation are called "ordi-
Peimiromon g:‘nhxyycompensatiun,“gwhigh;a;e_frequently constant
 ‘chmpensat;Qns;_pEXecutiongcompensation is fregquently
.- carried. out in. response :to the executicn. Further,

= In-the. case of: patents. and .utility model patents,

‘the compensation shall bhe-sometimes performed at
the invention, examination request and publica-
‘tion times, but. this; is rare. ... . e

.: 7 In, any:-of, the. above thrée stages, compensation

?shallfpe;madgyﬁor_shﬁi;gbeuca;;ied”out in two or

;-one -stages.. -

{Ordinary Compensation in

« Compensation Amounts:

Sy

average in. 368 companies):
Registration” Time

e ation e ¥

SV patént St 43 00" 7-¥l2 »000
L GeiTiEy medel s 12, 700N 7,200

.(Erom ‘iInventions in enterprises

«ii-and compensation”,.issued by the
cieseJapancInstitute of iInvention

-+ and  Innovatien.):

{c) Compensation Form (Ordinary Compensation)

There are single compensation and combination
compensation with more. .than.two, but . .combinations

at application and registration time are the most

“fréguent, and the ‘compensationfdmounts are gen-

i éf&ilj;Higﬁﬁiﬁ*sﬁérléfand*mediumJ scale enter-

prisddi®
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(d) Execution- 'Compensat-iona S R T

;results compensatlon shall be frequently car-
frled out (approx

O 7 or more) in addltlon to
ﬁgthe ordlnary compensatlon on the basis of ‘the
;regulatlons for employees

inventions 1n case
“the: executlng advantage has ‘been remarkable,

jw1th a large proflt obtalned._ For example, the‘ A

aaverage amount ‘of results compensatlon observed
iaccordlng to ‘the type of the bu51ness in? the

Qcase of patents 15 llsted 1n Table 6 1n compar1-

fson w1th the ordlnary compensatlon.
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Table 6 Average amounts of various types of compensatlon observed
according to types of businesses

: 9¢.

Maximum limit amount in Maximum payment amount in| |
Applica-| Registra-| regulation for execution 1978 for results compen-
tion tion time| compensaticn {thousands sation, (per one case) . . P
time {thou~ of yen) V(thousends of yen)” j? o ;fOFﬂl
(thou- sands of P o 2 FEORPREEY B EY -{ditto
sands of| yen) .8 5 g L g :é :Fo }eft)
von) et | @ £ | g2EEi| @ £
A QO 7] - H 0 @ 3
EEE| & 3 | EEE |8
55 % vl o 5 o0 - k| a2
Total enterprises 4.3(368) |12 (366) |380(204)|410(141)} 400 (107} 160(150) é.éo(f?i.ra)“; 00711) [1:38(163)
i | Metal and . N L 3;;i
| mechanical 3.6(136) |12.5(128) |440(81) |550(53) | 540(44) 150(64) £ 70(5) | L.21(69) |
. | Flectrical . oo )
2 cotrica 3.1(93) | 8.5(92) |260(59) |290(41) |340(25) | 176452)" [150(17Y | 106(3). |1:63(52) |
s machine g o I o
g : N P I I
“ | chemical 4.6(115) |11.6(102) [450(45) [270(34) |250(31) | 160¢23) |880(8) | .80(2) |L.5430) |
construction & ) Sho R R e
miscellancous. 4.1{34) |l6.6{30) 310(16) | 330(11) | 370(5) lTO(Q)‘; 280(3),f 150011}, 0,74(9)

{ ) 1nd1cates number of enterprlses

(From “Inventlons in enterprlses and
compensation” 1ssued by the JAPAN ;
Institute of Invention and Innovation")




Varying elements of evaluation: resultioin:?

',.The.priority'seQuenceiof‘eValuationfitemsfis determined

wlraccording tos theitimes:when the “invention is evaluated,

s:and: therevaluators are: . replaced as described before.

" Accordingly, when''suchyan: evaluation ‘system is employed,

‘the' invention "is ‘seguentially' corrected:in evaluation,

and’ the' preferable result which hHas no difference between

¢ the' evaluation result  and:'the result:can:be obtained.

*hHowever, the actuai-51tuat10n 15 not always limited to the

evaluation results, but there is sometlmes a considerable
difference between the evaluatlon results ‘and the real re-

ausultsdubecause,there:are:ﬁaetors;whichgvary, such the lapse

#3 of time, in-the.information-for evaluation., In the case of’

- & -system which.does -not: .respond-to.variation in informa-
ix tion, ;the system-itself.has .a defect,.and. it is necessary

crEo improve ht.oooo-taa: adr oo :u?~L:ﬁleq;

(1} Causes and Remedies for Variation of-Information

+(a) - Examination . (Patentability) Eield

t hEven 1f the 1nvent10n 15 flied so that the in-

'ventlon should have novelty and the inventive

;whthereafter lald opened,_wrth the result that
'.there sometlmes occurs a problem in the pos-

J,_51b111ty of the reglstratlon. In this case,

':_therlnventlon should be con51dered for the
proprlety of the examlnatlon request, the

“;:trmlng of the examlnatlon request and correc-
'tlon.- Further, the appllcatlon for the inven-
‘tlon should be suffrcrently consrdered as a
selectlve or utlllty 1nventlon of the prlor

s nventlon_by a; thlrd party.,,m-

211




212

(b) Technical Field - .. ::.:

: Thevinformation in ‘technical fields varies as a
» progress .of +the research: and - development which

s.relates: to inventions. made after appkication.

AIn :casei.the: development:and; the novel utiiity of

‘-theﬁechnique;which%relates to therinvention are

. ‘discovered; .the:evaluation. of. .the invention is
-enchanced. . On the -contrary, in' case.a. far more
excellent technlque to replace the 1nvent10n has
been developed the evaluatlon of the 1nvent10n

. is reduced.._ _

‘?I£<is*ﬁeCESSary“%b*ccnsideT means *such ‘agaban-
ment ‘or ‘withdrawal ‘of “the ‘application From the

.points ‘of wiew of ‘the strategy of the ‘enter-

‘ prise -during the‘periocd ‘formithe filing of the
application to the laid—open~df'Ehé”a@plication.

"Lo(e) Edconomie ‘Field

‘A ‘invention ‘which ‘is Tiot '6f “obvious value at

the tlme of flllng can be clarzfled in terms of

"1ts true value throu h the processee of trlal

'”'productlon, productlon and sales, i.e., the

- sales volume c 't 'executed*product, the amount
. 51iq of llcen51ng royalty
lt is effective for

L

'Vlan enterprlse to select the eetabllshment of

T“rlghts at‘the tlme when the ‘executed product of
o tiol %the market by se-

natlon request.

‘Collection and Analysis of Information

It is 1mportant g colIECt and e &

formation

" irrespective of the evaluation tlmlng, and if




the information is insufﬁlcineutnor the analysis is
mistaken, adeguate evaluationAcf.the ihuehtioh.canhot
be performed. Aniinvéntion which has alréady been
1a1d opened can thereafter redlscussed but there

“15 no means of remedy once the fllllng of the
Jappllcatlon is stopped ‘or the 1nvent10n ‘is publicly

‘dlsclosed 'When the 1rrever51ble propertles of the
“'evaluatlon rtsults are con51dered the collectlon and

”'analysls of 1nformatlon at ‘the tlme of flllng should

*f_'be partlcularly carefully con51dered

(3)

. Evaluation Feedback ...

Selection of Evaluators

iThe evaluatoxs (1n the department) have detalled
”'knowledge 1n thelr own technlcal flelds, but fre-

quently do not have detalled 1ntelllgence ‘in the

iother technlcal flelds.: Thls causges the evaluatlon

to lack value. If there is an error in the judge—

..ment of the evaluators, this situation results,
. even ] 1f an_ excellent evaluatlon system ls adopted,
.in, wasteful effect.ﬁ:wﬁ v e tine

ﬁConsequently, the evaluator who has frequent differ-
"“ence between the evaluatlon results and the real
'results, 1t 1s necessary to change or educate the

.. evaluator..

w"When the dlfference between‘the evaluatlon results

fand the real results 1s large, the'e aluatlon system

“énoeuld be rechecked - That lS, the cause should be
;"traced to check whether the 1nformat10n 1s insuffi-
' CLent or not whether the 1nformat10n 15 1n error or

“YHot: “whther thé evaluathn standards and 1tems have

as.. Aa.problem

3roblems Nob not,‘whether the evaluator{
or not, and the results should ‘be reflected in the

evaluation system, thereby improving the system.

-39 = -
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6. “Advantages of Evaluation”* "

. . I

“.i{1)..Cost Performance of Evaluation:

1It is needless to say that the evaluatlon .of inven-
i”tlons 1s a necessary and lmportant bu51ness in the

‘management of the patents in an enterprlse, but is

not an 1ndlspensable requlrement in the procedures

for appllcatlon._ In other words, appllcatlon can be
hperformed even w1thout evaluatlon" _ 14 2% of enter-
prises have actually flled alelcatlons w1thout eval-

unation at present.

JThe reason for not. performlng evaluation is consider-

'ed as due to the actual c1rcumferences of respectlve

h;enterprlses, but the merlts of the case of not eval-

'_zuat g. en 1nventlon cannot be 1ntentlonally consid-

“ered.

'In generally’ when eVéluation”is:not?pérférmed an

Y inventionican be filed’ 1mmed1ately upon 1+s creation,

but there may be a problem in”the course of later

__processes. Eyen in case of executlon after the

there mlght be a danger of prob-

_lems 1n t e effectlve 1ns'stence on rlghts.

On the other hand, in case an invention is evaluated,
the invention can be dellcately and severly evaluated
in various stages from creatlon to ‘execlition of

rlghts, and the ,above problems ayoided, 50 that true

-J:and necessary effectlve rlght establlshment can be

J;performed whlle Ain addltlon to the nece851ty of

evaluators or evaluatlon tlme for evaluatlon, the

_collectlon and malntenance of 1nf0rmatlon to be sup-

:plled for the evaluatlon and varlous expenses for the
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However, the purposesiof the ‘patent-obtaining activi-

oetles of enterprises-are-to- gain-effective. patent--
;rlghts whlch can be truly activated;, and to c0n51der
- the p0551b111ty of executlon through evaluatlon, there—

;by prov1d1ng very good cost performance.

Merits of Evaluation

" The merits of evaluation can be listed as follows:

(a).: The. rights on~truly.important;inventions can be

effectively-accelerated -by..an: enterprise.

{b)  Obtained rights can be effectively activated
along the policy of the enterprise.

{c)} Maximum managing efficiency can be contemplated
as the results of the above paragraphs (a) and
(by. 1In éddition to the above merits, the re-
.flection of severe advantages based on evaluation

regsults can be indentified from various data.

C) Activity state of disclosed information
(Table 7) '

. C) Examination reguest rate of patent$ and
utility model registration (Table 8)

() Publication rate of patents and utility
model registrationg (Table 9}

(:) Ratio of foreign applications {Table 10)

- 41 =
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:Table 7. Disclosure report activity state .

-] ;Annual-

RN P

S

o278

179, .

'80.

'8l

82

I Number of 7
utilized
cases

162

20492

JERESS

4,739,

6,793

9,401

Kumber of
utilizing

40

50

5g

O R

6

7

enterprises

=108

Comments: As a result of severely selected

ooy applicationsiduestoevaluation the!

Cirpumberiofiiinventionsylistedrin:
disclosure reports are increased.
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‘Table 8§

Examination. reguest ratio.of patents.

and utility model. applications

Application’
year

197411975 |1976) 1977|1978 1979| 1980|1981 | 1982

_-Patents ftf

Examination reglest rate (%)

{:Simultaneous ..
|- requests upon..
,“flllng R

"20.523.1]19.1(17.5|15.7]13:8]|12.5[11.1{10.0| .

'Reqﬂests,at
t+-final-stage...

. 69.1_ 68:-'.6‘ .

CUtility
models

Simuitaneous
requests ‘upon
filing* E

24.8(29.3124.7/23.6,22.119.4/17.8/16.9/15.8

Requéatsnat‘

finai stage |

66,1

67.1165.7}65.7

(Note) +. *

numberlcf examination reqeusts i

Examination request ratio (%)

Commentsﬁ

Tnumber-of appllcatlons

(From the. Annual Patent. Report for 1982)

_The examlnatlon request rate at the

‘  “tendency to
gradually decrease due to the

performance of the evaluation of

‘lexaminations ;-

inventions at the time of regeusting
sinde requests “are: .

- ‘reduced “to“the truly Tie¢essary

" applications .

43

* 170..‘0 ' L ! ’
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Table 9 Publifation ratic of ‘patehits

andvUtility modéls

'Listifor;publicationgfatiaKafte? 19720

| Type

Patents

' Utility models’ =i

Aﬁggal Doﬁestiq

Foreign

Totai

Domestid Foreign

Total

‘Potal of |
‘Patents and
utility models

172

i73%4_.
174 |

T

79
'80
‘81

. B2,

0.55
mqw57““
0.54

0.54
0.54

0.54
054

0.56
RO

0.61.

|--0.59

TR [ S

- 0.57
S 057
. 0.55

0.56

0.55

1ol

0.43 . | .0.52
0.45 | 0.47 -

0748 Cloovee
oias [ blae
"6{41""““0?45”‘
3914§,:195
0.4

-48,.
.46

e
.46

o Ofo o .

0.47

0.44 j;mwo.sz..f

| 0.43
0.5
—‘O.4§

0.48

.0.45
R

0.46

©0.42

0.47

0.48 | .

0.49
o,sof
0.50..
| 0.51
lousz
ol
0,46
0.50
0.50
0.49
0.51

218

_0:54

(Note 1): The publiecation rates of patents and utility models

" number of publication decisions

NeT-of décisionst+Noi of réjections

% o (From.the. Annual Patent Report for 1982)

CommentS# ;5O%mpr:mQ§e,Qﬁdghg,pup;;gation ratio is

. MMaintained by .severely:selecting the

evaluation of . the -examination reqguests.




Table 10 Foreign Applications Ratio.. ..

ciide7g | 1979 | T iresoi L1981 [T 1982

Domésfic:”
- ‘Bpplicatiorns
numbey

¢

©7349,823° Y 360,024 | 382;805 | 417,240 {440,219

Foreighrﬁ T o S S P (R S o
_applications.,. | . .38;357.|. 42,641 | .45,062 |. 40,978 |..47,103
number . ’ ) - T

Foreign = : o . o
applications =37 = S s CORINTIN A b PR R, [ PSRl IR B I SETE I §
rate () | | I

(Note): The number of foreign applications is counted by the

Number.of certified:copies issued, from the Patent Office.

" Comments: A sﬁbétaﬁtiéllyfdéﬁéﬁénf application rate

' 'is maintained by the execution of evaluation

:éﬁjéhgwfimé”of sélééti:g'fdréign applications.

I
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(3) Problems of Evaluation

The effective_utilization ahdaactivatiohﬂofwthéﬂi

”é#ﬁiuatioﬁfieSﬁlEs*ehould'be”oohsidered"oh”ooh¥fw"
ydition.that the evaluation is-adeguate_end,seve?eg

 The contents of an ihvehtioﬁ“éan'bé'gféaﬁéiiy ,
'llmproved due“to the 1mprov1ng ‘effort of' the: evalua—
'tlon crlterla ~and- evaluatlon methods, but 1n order
to further perform ‘highly accurate evaluatlon-

_remedial efforts against the following problems'

" are reguired:
(4} “Correction of Irreqular’ Evaluation

thn evaluatlon of an 1nvent10n 1s convenlently

:and effectlvely perf rmedf a: plurallty ‘of

departments such as the ‘nventlon creatlon depart-

ment, relevant technlcal departments, and the

patent department.

However, even.in the case of identical evalua-
tion criteria and the same evaluation method,
irregular evaluation results can always be

obtained.

These irregular evaluation results depend
upon the technical background, evaluation
circumstances of the evaluator, and differences
in value judgements, and should accordingly be

adjusted.

An evaluation committee system is one convenient

method, but its members are important, and final
evaluation, which is, for example, reflects

business judgement and enterprise strategic

e T jud geme nt’shg uld..be..consi d exnred...
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{b)

Maintenance ' and utility of information as

. evaluation and judging information

‘The evaluation of an inventioh’©an vary with

the contents of the'evaluatioen items and the

Vdegree of 1mportance at the respectlve stages

‘J_of evaluallcn.as de5cr1bed with respect to "3.

ﬁEvaluatlon Standards of Inventlon,' but the
';utlllty of the 1\

ormatlon as judglng informa-

'mtlon is unav01dable 1n the reSpectlve evaluation

:stages. 

”Partlcularly when the purposes of patent

'_fact1V1t1es 1n enterprlses are recognlzed in

.ﬁithe establlshment and utlllzatlon of effective

”&?rlghts,?lt 1s very 1mportant to accurately and

qulckly 1dent1fy the varlatlons and trends of

-daily:and monthly,adyanclpg‘technlques and to

..-reflect them in the. eval;}:l@tflor_i.-'-,-_ i

P?For those purposes,_lt 15 necessary to establish

'-za SYStematlc organlzatlon capable of automati-

'Qﬂcally collectlng all 1nformatlon media, to

' ;process the:collected lnformatlon in a utiliza-

”'ble format and tc make an effort to arrange the

i”medla ' Con51der1ng economy, the utilization of

:_external organlzatlons 1s one method but the

'1nformatlon center concept communlcatlon with

_the patent departments partly carrled out in

Vsome enterprlsesr has value as an effective

‘”drssolv1ng method.L'

- 47 =
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{e) - Evaluation of Future. Inventions -

“&here“is“the'difficuity”of'jﬁdéeﬁent by the

revaluator, in daily evaluation work on a so-called

ffuture; invention.?

”dThe nece551ty of developrng the precedlng idea

'"fcan be gradually enhanced when there is competi-

_:tlon 1n deveIOplng mod 'n'technlques among

",jenterprlses 1n add'tlon to the recognltlon of

“’the 1mportance of managlng patents in the res-

pective enterprises, as at present

Accordlnglv; the opportunlty of evaluatlng

'future 1nventlons based on: these preceding ideas

d can eV1dently be 1ncreased, and approprlate and

‘:jiearly remedles should be taken'h

There &éfaé*ahﬁorthodox méthod the transition
from past ‘to’present ‘technical trends, the

hlstorlcal backgrounds of a product techniques

can be prec1sely analyzed to predlct future

.technlaues. ‘In order to effect thls, huge

studies and spec1al capac1t1es rn analysis are

-drequlred whlch are dlfflcult to carry out

Areadlly.“ However, thls 15 necessary in the long=~

;run, and enternrlses whlch employ this method

Hf;w1ll multlply, but the method of the moment
' wlnvolves po11sh1ng the efforts of the evalua-

'qd tlon department by evaluators who have the

'capac1ty of grasplng the'lmportant points of
the presence or absence of the blanks capable
of obtaining fundamental factors, i.e., the

fundamental inventions existing in the field.
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7. Examples of Evaluation of Inventions by Various Companies

Examples:of'emaluations:of‘the inventions ‘by “séveral

companies in‘the standards and format of evaluating the
_..invention actually used 1n companles Wlll be introduced.
.....These are edlted from Informatlon Bulletln No. 111
-d;punlished/by the Patent Managlng Commlttee of the Japan.

Patent Assoc1atlon.

L= (3) Example of Company A (Machlnery Manufacturer)
(Example 1)

‘The . evaluatlon column (1n thlck llnes) of the
-:flnventlon to be rllled ln on . an 1nvent1o _(Example
.rl -1) by managers 1n the department to whlch the

;1nventor belongs and the patent department.

"' The patent department ‘should”’ have ‘ar routlne for
':executlng ‘the total evaluatlon On an ‘examination
reguest a propriety investigation’ slip'(Ekample 1-2) S
Lo is filled by the patent department whlch confirms in :
- O SpelelC routlne the evaluatlon results from the

klnventlon department for the nece551ty of ‘an exami-
nation request at the tlme of 1nvestlgat10n,
. conserning .-the propriety of the evaluation items

and giving any reservaticns, .

©.(2) “Exampleof:Company: B (Chemicals:manufacturer)
: -'-:"_(Example:-:_Z) Tewant

-_“Evaluatlon ltems for lnventlon,[‘"Evaluation items

.- and, evaluators for 1nvent10n,} “Importance of

.evaluation items at evaluatlon tlme“ "Evaluatmon

:standards at appllcatlon tlme,"and “Evaluatlon

“_standards at examlnatlon req est tlme“_are stipulated : “

. in detall as for’ the Inven=rrms e

- 49 -
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tion, and the meécessity and importance of the

w,eyaluat;ep_are“explained”fep_the(evaluato:ﬂ”_qJ

" 'An evaluatlon poznt system ‘in the evaluatlon stan—

i'dards at the appllcatlon tife is employed ‘and ‘the

T'proprlety and the: welghtlng of 1t are determlned

by the total points.

Exanple Of Company G (F1edtFical‘dquipmeAt manufac—

turer) (Example 3)

_"An Dbservatlon {evaluatlon} sllp Gf 1nvent10n
tﬂt+ cbed to ‘the

1nventlon report"zls fllled

by an inventor and a manager “Eor“the

'1nventor for t e’evaluatlon of the 1nventlon

by evaluation points, and the results are

sdivided;into five.rarks, . .An invention having a
-hhlgher rank 15 chosen to. be flled .on, forelgn

M"The dote for fllllng 1n" intends to’ indicate the

”*‘observatlon p01nt (in thick 11nes) Of 'the evaluation

”“of the lnventlon for effectlveness of the ‘evaluation.

Example Of Company D (Electrlcal ecu1pment manufac-

turer) (Example” 4y

. ioThe Yevaluation: coluln’ for:an-invention: {in thick

Levaluatlon accordlng to the matrlxl”

lines) is provided on the “application,request,"

_and the manager for the inventor fills in the

The concrete

”'descrlptlon is. fllled in on the. comment column.
"ELFurther,‘evaluatlon by the' relevant department can

"4be fllled in for the evaluatlon. The eventual

'the patent

*department but 1ts results 1is” conszdered with other

opinions.




c'cs'nf: llie"ijon

It is 1mportant that an 1nvent10n created -ag - the result

of technlcal act1v1t1es in an enterprlse be adequately

‘“evaluated ‘and” the invention be treated in response to the i
evaluation results to provide maximum profit for'the i
enterprise. However, it is’ extremely dlfflcult 1n fact

“to evaluate ‘aninvention- approprlately, ‘and w1de v1ew—~~ﬁ

p01nts “and technlcal experlments are requlred

The ! selectlon of evaluated 1nventlons to be filed depends

'upon the pollcy of the enterprlse, _but the contents and
the standards of evaluation have common factors, and ;t
is 1mpnrtant to.improve. evaluation: methods s0. .as..to.
_efflClently research and develop an lnventlon by con51der'ng

1ts cost performance.

As descrlbed before, the dlscu551on results and concrete_

;examples based on many experlments as to the 1tems and R
;"fstandards of ‘evaluation -have been 1ntroduced 7 In ordernj

- to efficiently evaluate an invention, a. format of a c"”rtalni
~type must.be .decided, and the evaluation standards _' :
operating policy: and-evaluation notice. should be'stlpulated

..as .important. factors. .

“In this manner;.: there”might'be“a'room'for'fﬁrthe”
ithe evaluatlon 1tems “ang- standards to evaluate“a

gteffectlvely and 1th fore51ght. =

- 5] -
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(Example I-1) (Company A}
Invention and Device Petition -

 Manager: 15 M lnn;..cr in
department sertiaf
Submitted on Date: ’
L. Writer of 'pétiti‘o}i R Ser1a1 No. ‘ Patent department T
e e S ! I N T Mo . .
T Title of the o = - *
Invent. i.nn - : :p}_ N
dfWe}) swear to assign. t.hr~ rights af filing Lhn .
. patent sapplication for the [invention - : g
(ul:lj_ 1Ly mudel d-=v1cc, dG_.SLgn) to
- g R I “Helonping to cmijnyee
Namer Bighed nl{uubcr
4. Section
X E
hs
o ) -
I SRR Seclion
wlo - ’
Fxl
4
ola ” .
s A :
u L Seelion
ﬁ. : farn S et o
5 L. [ —
4
N N ‘ : pr—
outside one, Name of company or name | ) Contribution 3
collaborator:: | Netéssity of joint inventor -iinecegsary . or:unnecessary:y i )
L e, 0uts.1de o . e e g Outs:.de .
6. s;;bl;c . presentatlon A e contribution
] ;
SEhL TR 3 -Product display {model -).4. Delivery (model )
Investigation T . L ) ! R B
17, '0f prior state” [ Investigated” {Range "~ " Uninvestigated
of the art. .. T L T Ry R S T e
Presence oOr ) ) N - R
-ebsence: o ¥ Presentii(0fficial gazette, reference] [0 )
prior state of
the art. . ;
Foresight for B
. foreigg No * Yes (U.S.A. U. K. West Germany : : )
application . ) . ]
F10. Concernea -+ & No Tt il Yes sy U(duty toinotify +iiduty foriioint application)
contract .
: ~5 ‘Originality ‘of ™ i i S """Irii'p:évea “from-- 4l nImbraved from
5l 2 uy invention {1 Basic . D owner's technlque [0 public technigue
. 2 S - —
o| B “improved advantage of P o SRR
2| & |[12) performance and zost [0 Large [] Small O Equivalent
A2 - -
& | £ [(3) Preceding to [l Preceding O Competitive {] only an idea
o 5 development
a = - . ; ;
° : (4) Technical execution O Tried [0 puring trial ] only an idea
v = ,
z T )
1 g {\daptal.nllty for ) optimum means U possinle O rmpossible
w] E inavention means
I z TEFIL i 7
g | 3 by, BiEflculby of infring- Eas Possible Impossible
g i (2) ement and discovery a Yy o : U Bo
Eg {1} Executing plan [j Adopted(Date: ) [JTo be adopted (Date: ) I Uncertain
=25 -
= Possible execution hy
L
- (2) other companies 0 targe | small [3 Onkaown
‘5214 Batentability... oo L1850 L) DOUBEERL NG
35 o . .
é%’;g L5, Gemeral evaluation n jizr:pétr_itlon [J Technical disclosure {] Dismissal
P : : ) Conclusiong
" 16. Opinions on invention T
2]
15}
]
E
|3
3
Columns marked by "*" will be Filled in by the patent department. Fill in the columns
by marking within D in the evaluation column after 11.
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C
{Example 1-2) (Company A)

Application examination request Propriety
Observation slip

To: section, department Patent deparfment
- Observatinn ilis time -OUstreation indniry:-dutél -Reply and 1elurn daes
Serial No. ——— First Date: ! Date:
—_— | Second |. Date: . . Ht, Date: b e : -
Final examination’ g N - - - L o
mw%tﬁmw“wﬂﬁé L _ﬂ@lﬁ Date: . Dakte:

Fill in discuyssed, results as to appllcation
‘to ‘patent’ department. ’

examination request propriety and return

Necesiitated (File an ~ ¢ - Rederiabion o |7 - Net mecessiated -

examination request.) Afor a while), = (Ahandoned for appllcatlon)

[] Executed (Eoresee;ng, durlng executlon) E] Not. corresgondlng [] Publlc fact dlscovered.
from -dates: : : to! any ‘of -the left 3 A . N

[:] Not Dlanngd to be e§§CUte in our items, and reserva- [. - . ]
company; but offer; be executed by b i 430 e Fakan an

an other company (Name: P tion fs:taken. 'C] Samiiastother prior

.. . e ’ : a on

Not planned tp:be Qxecuteduby anothex [ PP 2 o

compaty, but other company intends to

execute!’(Name and executing statel’ -

Reasons
O

O Not" planned -to bé-bxééﬁﬁéd}'ﬁupz?'
1mportent technlque
(Reason:: 4D Ao

Technigque relatlng'hd'
other companies e w e
(Relative patent(s), product

name, model and references)
Improved points after
application

[whether the executed
machine is out of

claim or not.)

Error,
technical
erxor,
insufficient
description

Whether excessively
smaller scope of
claims or not or

to be divided or
not

Fill in when examination request is required

Matters to be corrected

Conlirmtion by inventer's seetion Prapricly replsy colunm

| Marager -

Fiest Reguired  Naot Observa-
fst requiced  Lion

oo Required Not  Qberva.
- ] .
fequired _tion confirmation by patent
department
L Required  Not Qbserva.
Fhiird required  lion
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‘(EXample 2)

frwby utlllZlng technlques to thelr maximum, it 1s necessary "to.
. garry out management in response ta the value of the 1nvent10n.
'"“Dec1'1ons shall be frequent S mader from-the time- of fild
: ' i1t He 1apse of the patent rlght

:fS}'éﬁémB1é;"it~ls necessary to de01de on the ba51s ofrthe
evaluation. standards of. an- 1nventlon cate the tlmes i
. the appllcatlon, the application examlnatlon request
f‘ Submlttlng an, argument to the Examlner,fflllng & forelgn
‘ patent appllcatlon in a foreign country, ;paying. appl'catlon

mainténance fees lor patent fees, allow1ng the llcen51ng}

ma551gn1ng the rlght and providing compensation’ qulthe'w"

technique.
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(Company B)

EON 1. . Eyaluation. Items of .the Invention

When the ‘évaluation items of the invention are studied from technical, legal -

and economical {actual) fields, evaluation: shall be performed concerning "~

the following points:

g Evﬁluﬁtiohilﬁems

Descriptions

A-1 fDegree of industrial
requirements for invention
.2.| Movelty of subject to be
solved by inventicn

3 Magnitude of patentability

1 iMagnitude of aﬁvuntage
‘by execution

5 ‘DPegree of completeness of
‘techinique to’ invention

Excellence as a technigue!

[ I Technical ease to be

rexecuted
7 -Range of execution

rapplication field

mGrasp of new tech

The desirability of presence of the invention lS
predicted by the client's needs and market
research (business department}.

themes, development in a |
bject mattp conven—

new f1e1d and pow
tional techntques.

aAn invention ko be utilized in indusfry'isito be
the objeck, (and@ is judged with reference’ to the |
prior stateiof the art, examination standards,

and trial de0151ons :

qppr1a] advanragpq of the 1nventlon (advantaggs3
compared with conventional technlqu?) :

0nly the idea, confirmatlon of" experlmental
lab work, and confirmation of’ Lndust;}al
possibility! )

leflculty of economic executlon, and lnventlve‘
steps for peripheral techniques are consxdered.,

Larger expectations oE 1ndustr1al execut;on as
wide as pDSSLble in the executlon appl catlon x:
range of the 1nvention. s

B-1 | Fundamentals a? a patent
2 :Necessity of execution
in the technical field
8 . :
G ; :
= 3 | Degree useful din cross~
H ” “licensing with other
‘s ; companies
5 4 | Ease of identifying
o infringements .
5 :
E 5 | Possibility of utilizing

cand avoiding an othex
| company's rights

6 | Reinforcement as owner's
- peripheral patent

5company s rlghtq are more advantageous. the

A quality fﬁhdamental patent'QEnerallychasfhigh
rights as compared with an.improved patent. ;

Breadth of range of rights: :Presence’of i
protective technique available in. technlcal and
ECOﬂDmlC flelds against the lnventxon

Presence of utility reiat;ons to the: patent.
Whether ‘an dther compqny_w;shgs_to obta}n or’
not . " ' T
Product invention can be lnvestxgated more: readlly
than the methed of invention,

When presence of utility reiation of an other
‘company 's patent anhd the utillty of the other

value is low.

‘A patent composing patent rlghts by reinEorc1ng
a fundamental patent has a hlgh value.

C-=1" | "Maghikude of economic
profits

2 Most of the profit in
the previous case

3 Degree of contributing to
| sales competition

4 Tern conkinuousty used
with inventios Eechnique
5 Majority of profit
obtained by contract

magnitude ofi economic profits

‘technical presences and maintaining an exclusive
“gituation™ (business-department}- g

‘Magnltude of'marketahlllty. Magnxtude of
execyuytion scale of invention as to analysis,
measuremant, public pollution prevention method

Contribution to substantial business of the
invented product {degree of market occupancyl

Priority in cost. Degree of removing competitive

Inventive technique does not become old but can
be used for a long term with excellent results.

Fundamental invention. An invention having high
marketabliiey and an lhvenlion witi mass producti
vity can obtain high profit. '

(1) An invention is evaluated by summarizing several of these evaluation items and their

standard values.

examination, (:) prosecuting intermediate procedures,

Filing foreign applications,

{(2) An invention is evaluated at the times of (:) fiiing a?féication, (:) reguesting
d

paying annuity, licensing, and assigning ri

1ts .,
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ments;

2. Evaluation. ITtems and. Evaluators of an Invention

they:.-can. be: distributed as below.

(Company B)

i.The evaluation items for:an. invention:. are sorteéd. into .function-allot-

Bvaluyation.Items

- Inventor

Managey in

Patent

_ Businass

“obltained by contract-

charge depar, mei\t__ |
A-1 Degréa of” industrial " o’ o
: Leeguirements for-.invention:: :
2 Navelity of subject to'be o
% selved by ‘invention’
ol - - L . )
> “3r tude 0[ patt.ntabi' ¥ oo “Q
'Ué' 4 M.\qrn Ludo 0( advan Lage e} ' ‘o
E‘ by DXF‘(‘UI’].(‘)H
'gx - IJPgr-‘o uE complut‘em\ss of .. [+] '
B o) sctechnigue todovention .
6 Technical ease Lo be =}
-executed .
7 Range 'of ‘S%ecution’- o
application. fiald .. :
B-1 Fandaméntadls as a "pla'tézzlt
2 eces ':..ty of e'(ec_ur-s.on
K v
2 1 nhorﬂl jn_C{QﬁS' ) o
o R
E companioes i
@
:___J‘ - Eage -of i.dt=|1l'.1fy1ng SO o]
A 5 in Fr.lng@ml’:st') : PR “
e S T A 0y
5 {ry érF utilizing ' o
angnavoiding an:other:
B --:zcompauy's r-icjhts
. 6 Rein ,orr*ement ‘He ounér s o]
i | periphieral patént’
c-1" Magni.tude BF edonomic o o]
profits
@ [ Jemvy D e .
3 2 Most of 'the prof t in Rel o]
g the previous case B
""j "Degree of’ ccntr].butmg to "0 ‘ o
I ' .
1 g 4 Term cont.\.noual\,r u-(’d o ©
g 8 ,w:.t'h Jn\mntwn reu‘hn:.qur_
] ol ; ; e . ‘
H 5 Major ity of pfoflt o] o)
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i3, Importance of Evaluation Item.s at Evaluation ’l‘ime ) (Company B)

. e e ‘.néplicﬂ—:: Examina- | Intermediate | Foreign . tAnnuity-
Evaluation Ttems ) tion tion proeerutxon applira— paying
S FE P - Crimett B Eime T bime SR vlon time|ednie
A1 Degree of industrial’
: requirements . for
® 2 . Nﬁﬁelity of - subject Foz
a ’ -be solved by invention, . _
o 5 : H . S R
= 3 HagnLtuda af patentabxllty o, 1 o .{.. . .©. .. N T
@ 4 Maqnltudc of advantage ‘ : : : EEEREER I AT
= - by_execution .
£
g 5 | “Dogree of completenebs ‘of P A + ]
e ke thqUF ta 1nvent10n
6 | Technical, efase to hc N o ; . o . L .o
executed. ’ : o
7 Range, of .executicn

application field.

|.B-L. Vrfﬁn&aﬁéht@fs as a patenk

gl UNelssity of ewecution] . 1L e o e ] U e e e
CEin tho technical [LUld : : | 1 A o
kD :LDLqTPP usetul in ¢ross- . o F T fl“.- B i:;ib_”ﬁ ' o

1 . L, e

; nsing with othor
compal vie S . *

Qights value

4_ ing o] j e
'lnEang“ment A ST : :
5% ‘Possibility of utilizing
andavoiding an other .
...company's rights :
& Réinforcement: as owner's

‘Befipharal patent

:C—lﬂ‘;_Magnltude .of economic L
~profiks. i

12" Mostof-the proELt in:
: ‘-thp previeus case,

3| Degree oF. CDntrlbutlhg to
sales competxtlon

é. ::Term contrlnously used o [o TR
. with. invéntion technique !

Econcmincal wvalue

5 |- Majority of profit”
“'obtaindgd by contract
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-{Company B)

4. Evaluatlon Standards at Appllcatlon Tlme ;

_on Wwill be made_by‘summarlzlng the evaluatlons of the 1nventor manager

in charge, and patent department (bu51ness department) in the patent department.

g o R — e
’ 5. Evaluation poinkts 1 Treatment
Evaluaton Ttems =N K T Value T Treatment
s g Large M:edl.um I Small o class
A-1|) Degree of industrial require- il s a3 |20 1y 2mar : .
© mentg for invention . i BN R Do ot c
; - : . . . : - : i S R . file ;
: 1 2]t Movelity of subject to he - L 5 4+t 3772 1) 32vgn |
; T i solved by invention : BEN [T P
1 c : . : ; : For
| | 3| Magnitude of patentability 2| 10 8| 6 4 2| 4363 |ordinary B
483 af Magriitude of advantage ! ‘ ¥ 5 4] 372 T [Feavg | filing
149 | by execution - : ; : : o © ¢ cautious-
i | : o ; B . : ile! A
: % E S| Degrée of completeness 6f Iy s 4.4 3 27 L[ 80v10S ';y"flle_' B
55 . technigque to invention : —
laes : : ; i : .
6| Technical ease to be executed L 5 413 z )l (NOTE)
: 7 |~~Range-of fexecukion app]_maL:.on--- |5 |4 i I T - B T '(]) When the values
" field : ! U | T oE i esiss over o
e - ; : R e i | e i-Ereatment, Clasr:es,-
i B- " g ; oy ! X . : 4 ' :
i 1 ruuddmentate as a pa ent L 5 4: 3 :ﬁ?“ i .the matter mmst be
Necessity of execution ‘in P 10 Bil & 4 | 2{ judged by consider:
i the ‘technical field : : : BN ' ing managmg policy .
; : ; A I .
P . H : T to d ‘! lass
i1 ol 3} Degree useful in cross- 1 5 4.1 3 2 1 de(u e he GRABE-.
o licensing with other companies : ‘ ’ } (2} Do not lee.
il g ) : B H s : B Certifxcate of
i W i : :
% , 4 ila?e of lde:LJ.ny.ng 2 10 8“ 6 4 2 ebnEirming data is
3 ﬁ " rlngemen s L : I S - Carrled ont is .
8 5 Poss:LbilJ.ty of utll:.zmg and 1 5 4 3 2o kot reqm.red. cod :
Bl M 1 avcldxng an cther company s : E (3) For ord].na'ry :
: rights : :
; ; ! . filing: : !
: 6] Reinforc;ement as owner's 1 5 3 2 . When ‘the. evaluatlon
Pl U perdpheral” patent b - ~of B-4-is small, -
: e — - L - “the appllcation is
C-1] Magm.tude of economic proflts 1 5 3 2 1 abafidonad) before .
] 2{ Most of ‘the profit in the 1 5 4 3 1.2 =1y, -laid-open, and the
1 el : prev;.ous case : : ; - . specificztion ‘
[ j . . ; revised to meet
oo 3| Degree of col?trlbutmg,‘to 1 5 4. 3 20300 L “the ob)ect. 3 :
3 o : sales competition B : -
e : . L : [ Cautiously file::;
= E 4; Term c?ntxnousl¥ used with - 1 s 4 3 32: i‘l":‘Speclficatlons are
E & 'inventx.qn technique ; : : SRl ol prepared to cau- B
0 d 5| Majority of profit 1 5 4 3 2 1. tiously f"L.Le3 the
il obtained by contract : : iy o application ;
e 7 Tits B8 ©1) 45 oL
Total of evaluaticn points
T
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o 5.

Evaluation Standars upon Application

..Examination Request Time

{Company

B}

request: immediately

. Filing an_examination,. . !

quuothug exam1nat)on
latoy |

Not filing.examination
regnest

L. Exeguting the state of

—

Stop studying and develop- -

. 1.1 Executed or nearly executed

“LlCcnSlng third party or.to.
“be licensed

and has no prior application
: corresponding ito . the rinven~—.:
Ctiont (Warnlng, prlorxtyf'
examinatlon)

i

2. Prlor appllcatlon by a thlrd
parkty or presence of patent

rLghtS

| 2 1 1f executea, it is possible-
i : Lo ;nf:;nge on the rights,

? Not dev1sed to avoid
"1nfr1ngemenL oE other's
patent rights.: S

3 This: invention 'is" to an
- other's.prior application
<

{19 Huubtful whether the
same or not.

Y(Z) utllxznd,

(3) inclusive with a dif-
ferent inventien in

_addition to the same
invention,

(4) warned against the

- execution of thlS
7'm1nvent10n.

T'2747An ‘other's’ applicatiﬁn'is~
_the following application”
(necesslty of correctlon}

'The Mérketable”talue of;this
; invéntion”iS'high and its
wshiott;life cycle and: Gans
“be.réadily. copled.

Invéntion guring foreign
“appilication -and patented
in examination country.

5. Necessity of correction,
division and conversion
existsr

e G obLygated by contract w1th
a third party.

1. Bxecution state of an invention

}-An -other- company-has - executed.

an_invention

1.1 Expected for execul | . : R
pe Y 2. No executlng advan;;ge w;ll

~tion in the future,

wfre-LwPime -is-required- for{ - a

the execution of; -.
+fundamental,.
CinvERtion .

2. Technical progress is

iqg due to high cost, lack,

be discovered after

; lelcatlon.

3l,Excellent Lechniqueﬂin tﬁe

""following applicatdion, "and
is to be éxecuted; there :
is no Eoresecable executhn.

~rearly. ‘and an-imgroved
.invention is expected

_4) Publlc citation anqurxor

3. Countermeasures - -

agalinst present
product patents and

application.exist, andino
‘patentability cdonfirmed.

differeneces from
means and product 7
{to protect .own.

. business)._m...'

4 Forelgn applLCathﬂ

to be field.

157 "ot filing examinatiofi

“request" decided”duriﬁq -
:‘appllratlon the._j

-1 leflculty in
obs vation in .

{2) In qecret as know-how

: (l) DoubtEul patentablll—

- .'ty.‘but ‘ot patented
'__by any third party.
“-(2) Mo~ expectatlon, but
{77 notrpaterdted by any
'.thlrd party.’

l Abandon before lald-open :

5 2 Only lald—open 1ntended ﬁ
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i(BExample  3-1) (Company C)

I .

Invention .and Device Search Slip Proposed
date:- -
pitle: of. the Invention - & : ¢ Inventor-pelongs to Manapet |Mirager i[i1ead inventor
. X ¢ Sy B in 7 _ in wcliml@
deparinent

Technical field __ Operating -product 4 © i g Key. Word

] LTIV o - s | Propused time ¢
Evaluation items and evaluation ‘standards cvabustivn ;
2|. - ={In paragraphs :(1);:{2) ;- _(3) . put (o} 'on 'p'oih'ts of P-m'ius.cr';rlmmger
the ‘nearest:level}.:’ ‘ - . il | i chare
V¥l ¥l RepFacing the draft cannat be cons:dered due to the: same “function..’ - i 151 15
‘2. Avoidiance by ‘other compan.\. .lld be" extremely Qifficult. e ‘12 | 1z
: Thers nght be other methods; but techinically and economically the best. g 8
-I\vo;dance by other comnanxes ‘A5 edsy. o a4l a
.-Constraintson other companies_;.are small.. : : : 2t a g
g 1H1gh inveént ve . step; novel 10 {10 £
. &
'E . e . Strong:novelty and inventive‘?step g 1.8 §'
TE k] ‘,:Important technical’ advantages even’ J.n ccnmb:matl.cn w.l.th conventlonal 4 b 6 2B
E & = Eechnigues ' T T é E
5 4 Extensive improvement : : £
N <
5 5. Mere improvement of, conventional technique o 2 2 g '%
E"" T ; g T o B %%
E § 1. Dec151on on executmn : e e 5 5 E 2
g T T =
w § 2, Lar g pOSE‘zL ‘1"‘y oF execution within 3 years | ST Y | 1 %2
; ‘-Po_s.sib.ftl_ity of execution in 3 years °3 3 2T
] - . 5 8
B R : . . . 53
] . Possibility of execution in distant futurn 2 2 __—;E
: — : i
‘ 1.8 | Ba Li_tt:!.e;possibility even in future 1 1
: YT Y Total points | ((1) + (2) + (3)) .
isi SSA: higher than 23 SR: 20 ~ 22| A: 17 "
Decision of rank | ™75 11916 C: less than 10

Reiated technical description
column (simifar invention,

L e e e e e ] * S(:md:uids ul Ilnnk:de Sion

<Evaluation poini

an ather company’s product) [~~~ T T T T T TS ; Proess 'ﬁ}i‘licgf '_"' ot Twatuation rare;
Desize ur Toreign applications 5SA [ More than .five iuher Gan 33, . 5% (10)—
(in. principle lram A rank) lb"‘“md coantrics SA | More than one. LAY B

1. Yes 2, No { : ) A | Registered in: Fapan':: 20% (20
Relulive patents L_ X B | Not repistered " 555 (40)
(prapesalsand T T T T T T S T m T T e e e e even in Japn :
apgiications) b e e e e e T | Nt % BT

Comment calumn (Proposer, manaeer
in chasge)

(Commenls en specil matiers of
taarketability of preduct, exnmination ; :
tequesl, Tareign application, currectiun.) R A L IR

} dasignates standards af the Institute. —

i K E | N
Rank Tesult of ehieckisg Foreien
f SA A, C iling: 1 filinge L
. Filing 2. Nal filing Signed -
Counlry pamess, hi [ toventor
Fill in :]\l“JI'll[;::im" Patent or ility madel No. Tille of invention or ulility medet at filing
Application dute:
Recepting numbes amd dule : 'SP“'- Employee No. Name

ar per-f
son in
cliacge
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-WEXample 3-2)

(Company C)

Fllllng int procedure on Inventionand dev1ce

bservatlon Sllp

.- (Refer to:example on other sheet.):

Ttem |

" ‘Contents

Name

This siip is for both intermediate evalua-
‘tion -and eventual evaluation igquireies,
..reciprocated between the inventor's — o oo :

1 use, used columns are erased lateral lines.

section and the patent department. After

), £i1l lnqulry date and

"Proposed date

VIhfiiiilé_tﬂe same -date as on this slip,

" Title of Invention
or device

Fill in the same title as on this silip. .

DInventdr ool

¢ Filliinmtall names and sections of inventors.

Head inventor

—the. creation’this invention, and fully
understands the contents of the proposal.
. | Proposer shall meet for the application

: agdfihtetmediate procedures.

This inventor has contributed most to

mFlll in’ the technical field ko which the
) nventor belongs

Application product.

‘.Flll in the product name or £iéld ap 1 :d

the 1 vention or ‘dévice.

. Xey Word __

_Key word an “numbermare : ] ‘
S 3. in from the patent machine retrleval system
: -ﬂ"of the patent issuance.
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:(Company C)

Item

Contents .

invention and device

Evaluation of!. 7. 2| Iniconnection:with: constraints on other

'“put
"and then the manager in charge evaluates

IR O R

compaies, priority facters, and possibility
of.execution, select. the .nearest.point. for. ..
the level of the respectlve items and

{o}. First, the pr0poser ‘evaluated

Constralnts on other companles

: ﬁ_Thls is judged by the degree of con-

4ﬂstralnt on the contents of the lnven—
"tion or device to the execution of |

_ the products of an other company.
'Techniéal and economic fields are |
7_cvaluated together, Ease of discovery
~of infringement by other companles is
:also ‘considered. :

(o) “prisrity o
.This-is. judged by .comparing with the. ..
‘technical-level executed at.present

for the.idea.and. its.originality.. . 1o

JoPossibility 'of execution

eyaluated" The standars of the
hevaluatlon level are Lndlcated 1n e
iltem on’ the lnventlon “&nd device

lO LS £

valuation éf:%éﬁk:

“deBcription

.:Relatlng technlques

”other ¢ompanies products and prior technlcal
.. information known by the manager.

ompanles, ‘references, proposers in

12

Examination request
at rank B

The examination is requested as a rule with
rank A. But in case of rank B, when the
examination is reguested due to the market-
ablity of the product, the possibility of
execution by an other company, various
contracts, avoidance of rights by other
companies, put (o), and describe the reason

S 3 e My Lo L) 141411 SR el 610 1 IR } 4110 MRS ST ——— e
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{Company

C)

Item

Contents

13

Desire. for. foreign. -|..

applications

Fill. in the desire for foreign:applications..:
:An invention to.be submitted: for foreign
..application.should satisfy the following:-
{a)-.an-invention .obtained.directly for.own . -
s export, preduct,: -(b) an inventien:which '
+ improves. the owners exports, negotiation,
inguiry,-  d{c):an invention relating to the

partner country_-in a technical jeoint venture,

-{d) an. invention exhlbltlng a high. technlcal-
. level . of the owner's company,-and:-(e) .an
~invention: which might be made by a related

foreign. manufacturer.

"Dec1510n on a ‘foreign application is deczded o
“in forelgn appl1cat10n discussion meetlng
"In the case of rank B, with the desire for
.forelgn appllcatlcn, the reason should he:

filléd’ in”the' comment ¢olumn.

“Ho14

"Des;i-red-for' S

correction

When"the-correction'of“5pecificationswis~“m”r"*

necessary at intermediate and eventual
evaluation times, fill in {o) and describe
the reasons in the comment column.

15

Proposer and seal of
manager

A seal is affixed at intermediate and
eventual evaluation times. Both acts are
carried out by the head proposer and the
manager. However, when alternation of
organization, or transport of business cause
difficulty in the manager's evaluation, the
evaluation can be entrusted to the manager

of the section in charge.

16

Relating patents
(proposals and
applications)

Fill in ‘the relevant patent proposal and
application, particularly when there are
relating inventions and/or devices applied
to the same technical field and product.

17

Comments column

Fill in merits and requirements which cannot
be sufficiently described only in the items

on this slip. The reasons for requesting

an exatmination for rank B, the reasons

for desiring a foreign application with

rank B, or necessary reasons for correction.

18

Rank check

Fill the rank check eventually decided on
for patenting with (o). Further describe

..Fhe patent or utility mode.
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(Company C)

% Item . N Contents
19 & [ wResultsifrom = ¥ ¢ [iDeseribe only a patent with (o) from the
discussing forelgn“'b'sresults ofthe foreign application:
dappllcatlons crndl oo L dilscussion’ meetihg.
20 Patént with+ (o) =il After-the contents:of the rank check and
- |"processes at the respective stages are

zseallng et

confirmed and sealed with the patent
“with {o)a :

21 Application number - [+Fill thé application number, date, the
7and the Iike 7| ‘title'of ‘the invention at the filing
s'of- the spatent{o) .

22/“_iRé?éﬁfiQh&hﬁmﬁéf  LT_; Flll the receptlon number, date, and
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{Company D}

o DA+ Camin ot ien " Puctaes tis lomiy In 3hers
m Flll In clearly. T When Ihe number of invontorns excoedh 5, /
i Application Inguiry 7 eepoie it Wquiy in 2 oc more ol

Eme- Bepay frivent ., " -
AOD HIEE Original corle ... ... . \PatemtDepartment) Rucaived date Myoaivad_ounder
£ - e h i e
- e H
:
BO2 1o Tha right of Wing s case In Jnpan s foreign
inventor rountries shall be ssigned 10 .
A06 i} Scope af T ~ .| [ e oepanamen] Phone )
invantion : [ RS R pr7ees
" T
5
; . F
~— g
' E
H £
1 -
! 2
- 1
! 3
.
H 5.
R pe — 3
b :
- T &2
inveated R '
speeduet gL B e . B . ¥
_Patent, prod] ] ' ) 4
e T T I P N L B [ s
A14 [ SEen 1, Not ey dedided, 2, Pibnod (D! Nome ol st : . . -
i 5 o] 1 1
rgent ©f Co.| pusticarion dnte: Retoweh Na. Subiitle No. ':“"f,_'::.':" o Paent iy
T R e T X R TR O -] i
* desirnd] i - s - lighiign . . pade " 3
e e [0 N L Ve o v e S, [0 N v e A
i Person amplied | % bt Pl ety S e e S e g ] - : ;
"3 Panrycoqoesting - 9. Othe N ) . vl
" the riqm S e Ipol'ia'm 'D Poeniig When items s and. g above sre ey TUnkeawn’, :
- — — _'“"rJ! lh! b alaned ro nuuidn- mumm s, -
Al - Evaluation slected from (7], 421, (3} from (he poperties of the inenfion. | . T " 7 Ramana
i (oPartita ‘ol § 413 tovention retating § (24 Invbntion eelating Ial Precading iag lmnnllon u,...m, Impnrl.nu ‘.m.ul pfupnezv ol -uh,-:t mnlurleanahmw. l-meunn cotth”
Evatupeclmeen-g ¢ g present peoduct | - 10 novel busipess | . - : fundiudied es vei) ,
tign Hems U487 and " pioduet & 1pchniqud ‘
e vCoing Taen- 1. Baivehet 1, w E &
gy inwde Y ’.u--d
o= | teie T
3 MO . Ll -

To ba aniarad by Section Chisf of

o .
-1 ror st witer | 3 s s - B
H icn -
g e
o I i i B : Situstian” in -Blkdr’ companies kL K
: I {: Cow ottt e
eiding Ihi 3 H cr .
= %E ottt e i Cmreecigbond f .
L1 vl - A T L.
.- 1. Urnvwties " : Concrete_exccution plan
i ! 1. Actdd il pation . P T P ‘
g P Lr.mmmu 1% b g
E gl il prenkaciy 04 . p:s.-—m“_-s._m‘». Pt f‘ R A A .
& o, Stwr tea e
. [ . . - 1 st R M
e . - H “Seale ‘ol execinion hy awn ompany. of the invented pumnn 7o 1 e N
ﬂ:u:::nv;x;g "Y1 1 Ewy: LoDifficunt (contorning methed] o . Y fom— hy panmen Tparty ecmu:vr-:d .
Sunplying original - : y Dofence Poat{, I D . : .
|'genmal evalimtion | (A Beat B, Excellenr € Goad D1} IApleﬁmDﬂ) Lo L P S L B I
Foreig ,Im,nn-,iu. Na 1. vesi(Nationstty - U Epeasmive - F DRmenation [ oo .
A20 || evalumion’or” U] Fokeign PRI L Re ;
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byl 2
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PATENT TERM RESTORATION -
; AN UPDATE

e PRESENTED :BY "RUDOLPH J.  ANDERSON, . JR. o
i ASSOCIATE CENERAL‘COUNSEL/DIRECTOR Op PATENTS
: © OF MERCK & CO., INC.
Am PACIWIC IWDUS”RIAL PROPEPTY ASSQCIATION
S MELTIUG IN WASHINGTON, D.C.

When ! last wea dlscussed the subject Of Patent Term Restoration at the
PIPA imeeting. in Kobe," there was' a. pcs51b111ty of enactment of the
1eglslatlon ‘during the "lame’ duck .session of the 97th.Congtéssi
As.you all know, the. leglslatlon‘was not. con51dered by the. House of
_erresentatlves due to the press:iof: other legiglative business ~that

was requlred:to be attended to durlng the 14 ted tlme of that se551onr

As I. havewrep rted earller any leglslatlve matter;before the Congress
__exPlres withi:the end.of’ the term OFf that Congress.: Thus, when: the
present S8th. Congress' ' convened it ‘was ifécéssary to introduce into- the
new Senate and House of- Representatlves'eresh legislation on: ‘the Sub}ect.
on ' May 17‘ ‘Senator: Charles-M.: Mathias (R-Md) ‘introduced-S. 1306 ‘
the-"Ppatent ‘Term Restoration Act. of 1983", “He. was: jolned in hlS
sponsorshlp by a ‘rumber..of - leaders-of  the Senate. 'On June' 30, ‘
a isimilar bill was introduced’ 1nto the' House of Representatlves as
H.R.3502 by Congressman Michael I ‘Synar (D= Okla) He was jolned by
mdre than 100 other Congressmen ds’ co= sponsors BV s

In the course-of this-year, Senator Mathlas chalred hearlngs w1th
respect to the legislation”conducted. by the new Subcommittee on Patent
Copyrlghts and Trademarks of the Senate JudlClary Commltwe”_ﬁ It lS

recommend ‘that the blll be brought to the floor of the full Senate fori
enactment, hopefully this year. o o ST :

The situation 4in -the  House of erresentatives remains a very politically
complex one. As with the legislatienin the _previous Congress, the sub-
-committee responsible for con51deratlon ‘of ‘the- leglslatlon ig’the’ gub- |
committee: on Gourts, -Civil. leertles and the Administration of Justlce}
of the Jud1C1ary Committee ‘of “the House of Representatlves;'whlch dis
-chalred by Congressman Robert Kastenmeler of Wisconsin: -~While Conqress~
man Kastenmeier was the sponsor of.-the legislation in. the House of:
Representatives in the last Congress he ' declined toco-sponsox “the ..
legislation in the current Congress. To date the-legislation has- not
been the subject-of hearings-: by the Kastenmeler Subcommlttee nor- are.ﬁ:
hearlngs presently scheduled - i
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As I indicated in -my talk.last year, Congressmen Waxman of California .
and Gore of - Tennessee have assumed the role of opponents to the enact—
ment of the Patent Term Restoration leglslatlon.. In the, current
Congress, they ‘have expressed publicly .their concern, w1th respect. to
the -enactment of legislation of the scope as. oresently drafted It.
would seem:- that Congressman . Kastenmeier is waiting for a. clarlflcatlon
of the positions espoused by various segments of the House of Repre- - .
‘sentatives hefore holding hearings and attemptlng to have ‘the Sub-
committee . consrder the leglslatlon e R

An addltlonal factor of compllcatlon arlses from the lntroductlon by o
Congressman Waxman of H,R,3605 of the "Drug Price. Competltlon Act.of .
1983".. The Generic Pharnaceutlcal Industry A55001at10n, and . 1nd1v1dual
companies member thereof, have argued for many years that the Food &
Drug approval.process appllcable to a .duplicate of .a pharmaceutical .
product presently on the market is too. .complex, .. They have argued that
such .complexity prevents ‘them from: ma*ket_"g a dunllcatlve product even
after. the Patent. .0f the . originator of the. product has explred. They
prevailed upon Congressman Waxman - to introduce his. blll and. probably
helped select its interesting tltle.: The leglslatlon is de51gned to.
eliminate need for a prospective vendor of a duplicative pharmaceutical
to pexrform.any.studiés.in man of his product to.demonstrate efflcacy,y
that is; ~to demonstrate that the. product will. ‘work. 1n man. as. it 15 o
alleged to work, .Mr, Waxman's bill provides that. the prospectlve anu—
facturer -of ..the.- dupllcatlve product need. onlv prove, that it is. phy51cally
and..chemically - .similar to:the originatox's product and that ‘'when ingested
it prov1des comparable blood levels.of the active, lngredlent of the.drug.

'The research based pharmaceutlcal lndustry of the Unlted States a :
represented by the Pharmaceutical Manufacturers Association. testlfled
in oppesition to Congressman Waxman's dupllcatlve drug bill on a number
of grounds. Exemplary of such was the lack of provision in the legis-
lation that any product be on the market after its original Food and
Prug approval for a long enough period of time and in a sufficient
patient population to permit adverse affectsof the drug to be recog-
nized by the medical community. All of you are familiar with recent
tragedies with pharmaceuticals whose serious side effects, which
necessitated their removal from the market, became apparent only after
they were marketed for some time. The leglslatlon was also lacking

in protection for the confidential information submitted to the Food

& Drug Administration by the originator of the product.

In the present Congress, Congressman Waxman's H,R.3605 for duplicative
drugs and Congressman Synar's H.R.3502 for Patent Term Restoration -
while unrelated - have become coupled from a political standpoint.

It is apparent that if a change is made in the Food & Drug laws of
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the nature pr0pose”*by Congressman Waxman “the orlglnator of ‘a pharma—f
éeutical’will be’much more depéndent upon his patent tights. - The
erosion’ of patent term for ‘drugs,, ‘which “ha's’ ‘been’ clearly denonstrated
before Congress in’ earller hearlngs ‘and “in “this’ year's® “Mathias “hear—:"
1ngs,‘means £ha't "an’ orlglnator ofa nharmaceutlcal has ‘an 1ncreaszng1y
lesser “term of patent rlghts as. tlme goes on and thus 1ess patent

In recent weeks there has been a growing ‘récognition that both ‘the ="
. problem of the generic industry with respect to Food & Drug approval
processes and the deterrent from “ifnovation for “the’ résearch-baged”
rpharmaceutlcal com'anles due” to 1naaequate patent protectlon ‘sheould ' -
“pe addressed 1n a single plece of leglslatlon coverlng both subjects;*

ﬁer,'no blll has een’ 1ntroduced in

redlct the flture: for Patent Tern Restoratlon.” Clearly iIf the
“accommodatlon I refer- to earller'ls reached ‘the leglslatlon ‘could: be-'
“~ériacted” "Dy~ both Holses of - ‘Congress:at’an early’date “and ‘olr ‘PIPA"
progran would not be burdened by another update on Patent Term Resto—
' Jiwes may be speaklng on- -
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B R B L o

Abstract

WIPO's Draft Guide to the Legal Regulation of
Questions Concerning.the, Results of Joint .Inventive .. ..
Activity in the Course of International Scientific, =~
Technological and Economic Cooperation is a useful attempt
to offer optlons for contractual solutions of such
questions. ; Howaver,. it still. .requires a further study and
1mprovement before it is flnallzed for publlcatlon and
c1rcu1at10n-u_ : R : . iy :

ST ;:As.a general comment, ‘the Draft Guide appears to
advocate specxflc provisions in a number of its

.« paragraphs. /It also seems.to deal with only ‘horizontal

cooperatlon between proflt maklng business enterpriseés.

In our .opinion, -however, the Guide should not establish
standards but only offer optlons and alternatives. We
further believe that.it .should be expanded to .cover . .
vertical cooperation ‘and cooPeratlon 1nvolv1ng non- proflt
institutionsg. - :The Guide - should also ‘pay more . attentlon to

important blic laws such ‘as the antl -trust and
~cempe BT E g L aws ey ey

; .Inaddition -to -those. gefieral. .comments,.. varlous
spec1f1c paragraphs of the Gulde also need to be rev1ewed
and may have ko -be revised. . oo oot o b e
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I  INTRODUCTION

WIPO =h Draft Gu;d 0 the_Legal Regulatlon of

Questlons Concernxng the Results of J01nt Inventlve

Activity in the Course of Internatlonal Sclent1f1c,

- Technological and Eggnqm;g_gqopgration dated December 13,

1982 (the_quidef) is a significant step towards a better

'”iunderstandlng“and analy51s ‘of questions and problems

fntrf c, technologlcal and economic .

-cooperation between partners from different countrles with

different social, ecconomic and legal systems. It provides

& basis for further discussions on which a useful guide

may be prepared. However, the Guide as drafted still

requires a careful study. and a number of imp ements in

1983 (-he Enqllsh
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1983"wh1ch =f

V”ed May 18, “PHE U SBEE VAT Idngmade

iby the member States of WIPO. It may, therefore,_@e._

useful to refer to those comments iR thlS paper ¥k
paper also includes additional comments which our

Committee members believe to be relevant or useful.




-Of course,. the comments .that follow do not represent the

Japanese.view in any official capacity,. but they . ... .. ..

incorporate. remarks made by experts .in various industrial

groups of. Japan. ..

II GENERAL COMMENTS

2.3 Purpose of- the Guide, .

-« plthough the Guide.states that it.does not,. as a .

rule, make specific recommendations, the tone of a number

of its. paragraphs .is.such that it advocates certain

specific solutions:and. provisions., . Howeyver, the, purpose. .. .
ions;and. provisions. . However, the purpose ...

of the Guide should not be. to establish standards to be

followed,:. It should.rather. be. made.more clear. that the

Guide provides only.for: various: options and alterpatives. ..

that.might be censidered. for adoption by. cooperation, . = ..

partners.only if such.options and alternatives are.

practically acceptable in the given. situations.: . .

2.2 Vvarying Relations of Partners .

o0 It does not: seem that,. in preparing, the Guide,

TUSULEivignt Attention was paid-to-different £orms ofi-

cooperation between. partners in different. situations with, .

different :objectives. .. :
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YFirst, it Seems Fhat ‘the ‘Ghide Gnly deals with -

"horizontal* ‘cooperation between parthers in the” same’ ™ i’
busihess field. " Needless to''say, ‘however’, sc¢ientific, "~

technological or economic cooperation takes place in -

"vertical® relation as well.

Secondly, it also seems that the Guide is

primarily designed to cover cooperation:betwéer

- profit-making business enterprises. However, it is not

infrequent ‘Ffor mon-profit ‘institutions {such’as State
enterprises,’ research instituted; 'Government’ agéncias,

etc.) to énter into’ cooperation agreements with similar!

institdtions”or profit‘making’business enterprises. i

The’ different chardcteristics’ of’cobperation i

partners  involved would  réquité  a’ différent treatment: and '

solution of guestions and problems conceérning cooperation™!:

between them’ “Some’of the paragraphs’ of-‘the' Guide do not *"

properly apply to such' &odperation.

2.2.1 Vertical Cooperation'’

A Geared, ‘Some’ of the ‘discussions OF the’ Guide
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are not aﬁbfféébié*tb”éerticai°cbOperatfdnb“*An“example ot

such disclissiens 'is ‘the territoridl’ division of the right

_to secure .legal protection of joint inventions ‘and joint

industrial designs and to exploit them. In the case of

vertical cooperation between a user and a supplier (such




as: between an, automobile manufacturer and. a.maker or.. .
supplier. of assembly parts for development or.improvement
of assembly.parts.for.automotive.vehicles), the user. .
sometimes has no intention to exploit technological
results.itself in. any territory but.wishes to have the
supplier‘uSQJthemntqﬁmanufaCture:such:asseﬁb;yup@rFS.ﬁor
éuppLy.te,tb@ user. .-In. such case, there.would:be no need
for.territorial division.of.the right.to.own.or. exploit

joint inventions.and:joint industrial .designs..

Vertical cooperation differs from horizontal
cooperation in many other respects,.too. .It.is.advisable,
therefore, to.add . to.the.Guide.a separate section which

deals .with problems relating to vertical -cooperation. .

The nature of problems involved.in vertical
'éooperation itself also varies according to the
'relationshipwbetweeuJthevpartnexs-:;In-most~¢ases;
vertical cooperation aims.at, development of.a, particular
product -to be. manufactured by .one of  the partners
(fsuppliar“ﬁJﬁqn;use,by;theﬂqther“pa;tnegij?gser?l,,‘Such

cooperation takes place:

;IgyfﬂﬁétwégﬁféﬁmadﬁfacturergqfﬁassemblYTPaFtS“O#wEQW
matez;als~aﬁd,awmanufactuze;lofwﬁinished~959duct$~
.:{such:as. between-.a: petrochenical.company and. a textile.
-.company- for -development of a.petrochemical product. to. -

+be used :as a raw material :for manufacture of a.textile,
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product; 4hd betiween 4 tektilé Company AAd an apparels

 Company for” developmént of~a textile product-suitable

for’design and" production’ of ‘an apparel’ producty;: <’

PR P et Vot 3 Eoiel bt
“and“a’manufackirer’ - of products ising such- machinery’or”
“eguipment “{SUEh as betwéen a mankfacturer of assembly "
£6615 ‘and*anautdmobile company 'for develdpment of ati:

special todIT7to'be ised For assembly of dutdmotive '+ o7

vehiclés);

“iqey i between a manufacturerof ‘machinety or equipment
and’d éompany providifig®servicesiusing machinery-or -

equipmént “{sich - as betweén & 'madufdctufer "6f took¥s’and’

an automobile repair shop for development of a tool to
be used’for repair-of automotive vehicles)'; ‘dnd

(d) bétwéen ‘d*manufacturér ‘dnd a’‘dilstributorior-at:: =
“rétailer (such 4s Betweer a manufacturer of consumer &
goods and d’'discount-store (Operator ‘for developmént -of - -

“rspecial “consumér “gaéds "6 “be “86ld ‘atidiscount stores)yl

Where vertical cooperation aims at development of
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o R S s A A B s
any”spectal-produacti-vertiecal“cooperatio

need to’include térms ‘and conditions for commercial «
tEanéaéfidnéftel&tfﬁg”to“pdfcﬁaﬁe*aﬁd“sareﬁdfﬁproductsfto
be'devéloped in-anticipation Sf success in’the development

of “sich products. - 'Howevér ; “thé interdst=of tedehiparther




in the exploitationuof.technological. results would .often
differ: from:that-of: the: other.::The supplier might wish to
have a secured customer: of the product to:be developed .to
ensure that development costs will.be: récovered. At the

same time,:-however, the supplief 'might not-wish to.be. .. .-

exclusively tied to the particular-user-and.might wish .to
have freedom in the selection of purchasers of the
product. On the other hand;~the user might}wishmto have
én exclusivéﬁright:to purchase the«product.from the v :n

supplier ‘and -might : even ‘wish to have -one or moreother -

manufacturersamanufacturerbhe.productﬁforgit.;uInﬁsomew,
cases, however, the:-user might?prefen to ‘allow:the -
supplier to supply the ‘product -to other users:inureturn’
for scome compensation or with - the expectation:ofia::
reduction in the production costs to be paid for the
product. ' These:different motives and -requirements’ of :the
cooperation -partners .need ‘to be .carefully reconciled ‘in.-
drafting . the cooperation. agreement. . -There may be. a ...
 variety of-alternatives to deal:with these different

requirements, which-may include-the. following: . ., . .-

{a) " In-a /case where the:cooperation partners desire

to continue their close relationship for expleitation,

“U'Ehé USEE may “be“granted-an-exclusive-right-to-purchase . o.f

‘the product from the supplier:-for use-or resale in a
certain:specified .geograpliiical territory .or for... .. i ":
.certain . specified applications.: :The supplier may be .- .

free to sell the-productioutside of:such territory and:.
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applications: " Invconsideration:ofisuch execlusive =i
wiright, ‘thesruserimay: be”fequired: tosipurchase arcertain?ii
vgpecifiedsmindmum quantity?of the:product, i These & »v.in

arrangements-will'terminate-ata specified:timeri™

" whereuponiieach’partner will befree:fromvany such:

vrestrictionsand requirement:” ;%

“¢b)r Aimore-ldoserarrangementiwould=be:that the
supplier would beifree:to sell.:the product:to:othér::

custdmersvwith:ofnwithoutcpaymént“towthé;uset;of:f?Lgﬁu;

specified compensationl:®:The userwouldrsimilarly be :::
free toﬁbuySédch%ProdﬁctﬁfﬁdmLother;sodrces;mrHowevenrau e
the isupplier "wowld; when ‘requested :by the:user; suppLy‘3

the prodict ~on .the ‘most :favored terms.iaziogsss

{g) T There may:beacasewhere each :cdoperation

partner :desires ‘tolexploit-technological iresults i« oo
independehtly.f”InWSuch”caseﬁtthemdesinedaarrangemént
for explgitation .would ‘be similar “to ‘that undet::
horizontal :cooperdtion:i’ Bbthithe*supplieb and - the

user would use the technological results ko

manufacture ‘the productwith: or without:payment to.the

‘other 'of ‘specified: - compensations =

In “any case;‘ howéver, . there will bé d-great deal
of difficulty 'indrafting provisions sforsthe covperation
agreement with .respectito .future:commercial '‘transactions,

as it would ‘be ‘extremely:difficult:to:foresee what:
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technological.results might be achieved: . Without:knowing
these results, no one can define in . the cpoperatien
aqreement'the appropriate amount: of- compensation; the::
minimum purchase quantity,-etc:i:Perhaps;.a: practical: .
Vééﬁgﬁach.wbuld be to set forth only a general guideline

the basis~of on.which more:definitive provisions:.could..

later be worked:.ocut,when:the: agreement . for commercial »“ic:. .-

- transactions is-drafted..iocon) silosoenn

2.2.2 Cooperation with Non-Profit Imstitutions

Because of their public nature, non-profit
institutions often have ‘fixed.policies established or
approved by tthe:government.-with respect toscertain terms::-
_of;coopenatiohfaqreementsgto\be;enteggdaintogby;such
institutions,gandfsuch:policies;capnotcbe:alteredvby5fqub
contractual sprovisions:: Consequently,.some:of :the:
discussions vin the '‘Guide cannot:be applied to cooperation;::

agreements.Wfthcor:between:sﬁchrinstitutions;fwn

sSome -of »thesareas’ in'whichinon-profit

institutions may have such fixed policies:are-the

following:

(a) The:ownership:éf jointrinventions-and-joint-
industrial designs;
(b) Exploitation of joint inventions and joint

industrial designs;
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“{¢y Licensing of rights to third parties; -
{d) ‘“Applicable law;:’
(e).7 Competence of. courts; . -and:

(£] - Séttlement of disputes by arbitration.:

It sheotld.beinoted  in the Guide:that the discussions:in it.

would have:tdibe reconsidered in the . light of:varying

policies of each non-profit institution in:'the case where *

the cooperation agreement is with such institution.

2.3 ‘Anti-Trust and Other Public Laws

: Althddgh;&in¢séme1parégraphssof the ‘Guide @ "= o
reference is madeto:. national:laws: it may:be advisable to:
refer, WHere*neceSSaEygwSpecificallyﬁfoﬁthe:antiétrust:or;
competition-laws:existing=zin:many./advanced -countries and .
to the law9¢ontthe%intrdduction:of_technologywprevailingﬂ‘
intdeveloping countries: :Thdse:laws would:-limit the=
ability of cooperation. partners-to~freely negotiate:and:--
agree on terms of the cooperation agreement. Some of the
arrangements recommended inithe.Guide might,in some

countries, ‘even ‘be-against thosge laws. . -

e Mg Gridewould T be more conprehensive and rugs ful v S

if it would:pay-attention to those laws:wherever

appropriate.
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ITI SPECIFICHCOMMENTS: i .-

While in" this paper we-.do! not intend: to discuss:::>
each paragraph:of the.Guide; . our:.major commeénts on some. -
specifichparagraphSrinCluded;uas'we111a5a0n~somé:thch?éfe}

not yet included, are as follows: SR TR S R S KRR S A S

ci3els"Objective and i Scopenof Cooperation=is:

‘“nWe:note'thatftherGuidé*lacks:discussions¥ofﬁthe;gi
importance of+how.to'define:the objective of-cooperation.i:
and theiscopeé . of »joint: inventiveactivity: yThese  .=upiin
definitions areimportant . notronly-for:-defining:the:séope::
of jdintﬂinveﬁtions:andfjointfindustrial:deSignsmbutfalsoﬁ:
forﬁdetermining”(f)vdevelopméntfcosts:toﬂbeﬁshared; (LE)yoos
information:to - be rexchanged, (iii).successvornfailures=of . .
" thevJoint  inventive activity,:(iV):Similarityfofuothen}555w
joint inventiveﬂactivities£withﬂthird.parties,&andu(v)mgxﬁf
many other rights and obligations of the partnérs. .Where ..
possible, it may be advisable to set forth target

specifications to be achieved in the cooperation:agréement.

3.2 Responsibility of Each- Partner.:

- Once! the’'scope:of joint-inventive activity-is:
defined, it 'would then be necessary to allocate: the-
respoensibilities to each partner within that scope and to

define what contributions each partner is required to make
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towards the achievement of the objectiveiofithe "7
cooperation. The division of responsibilities between the
cooperation: partners would:again:dependron:whether the
coopératién is:horizontal or.vertical, on whetherithe:
.partnéquinclude“non+§£6£i£ ;n;tiﬁﬁfibﬁé};éhApéﬁﬂ&arious~ﬁn

[

other circumstances.

In this:connection,iconsideration 'should be given
to whether there should be a penalty in the event of

faildreﬁofmé;partnerutoﬂfulfillditsﬂzespdnsibilities.

" Since development activity.inhlerently involves:a risk.of: ..

'WTw%ﬁfgiﬁfﬁﬁmgﬁawﬁéTHE3iﬁiﬁ§WTE@El”ﬁEBEEEEiaﬁwaf”SBTHEWWWW

failure, inromany casés«it%wouldanot:benapprdpriatextoa‘ B
penalize either~partneriexcept:forsardefault«in specific’ o
obLigétionsrsqchaas‘the,seénecynobliqationa?;Endeediﬁthe
SuUCcess of;jointwfnventivewactivitypcanhotébeasecufedrby““
'anyilegal'meanSﬁbutﬁcanwbeiachievedaonlygthroughﬁthemﬁ:~"
willingness:ofyeach ‘partner -to make his bestreffort. . <For.

théseJEEasons,9it*is;bfaﬂtmoSt:importancehto;choosewa

reliab¥e partner::

-3:3..Cost Sharing:

The Guide discusses:'how to share costs-in

inventionsiand:joint;indust:iaL{designs;rbuE.does:not
offer any ‘options as to how:toushare development. costs. i !
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typical: arrangements, for.sharing development

"costs would be either {i) to allocate costs to the
partners: at:: fixed percentages:(for-examples on a-.50~-50
'basis);or»iii);fpr;eachnpartner”to‘bgar;its-own oLl pinr

development c¢osts within:the.scope of ,its»own:. .

:esponsibilities;a:Except;whece«the:latter-agrangementyisy:
adopted; it would.-be desirable}toﬁspeciﬁy a-mechanism: in:. ..

the.cooperation agreement:as to how:the:budget for’the:: .-
total deyelopment~cgst:is to-benestablished and:controlled:

. inrorder:.to preventieither:partner:from:being forced: fo:::

bear an unexpectedly large amount.ef:costss:. .

2:3.4 ;Restriction:on:Use . of :the Qther sPartner's

v Information. -

~nooThe "Guide ~states . .that the cooperation:partners:-::

“should exchange with:each other :information .necessary-for. -

the joint inventive activity, but does not discuss the
necessity of restricting the use :of:such:information: for
other purpoées. In most cases, each partner is'willing to

provide information.to .the-other partner.only for:use in

the joint inventive activity-and.-does-not wish any such:~. -

information:to. be used for.-any.other purpose. . This:would..

“be especially’§07in  Ehe icase of [HOTi¥oNEal CoOperat fon:

In this connection, it is important to clearly
define in: the agreement the purpose of the coeperation and

the 'scope of.joint-inventive activity, as stated above.
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©13U5: Restrictionton:Similar Joint IAventive: Activity

“Cooperation~agreements:sometimes provider fors
restriction onventering into:othericooperation’ agreements::
with third parties:for‘*a similar purpose: “Such

restriction may:be:desirableto’prevent’technologicalsi s

results”-iander one agreement Fiom~being mixed-up with! thoser

arising: from other ‘agreements. “On’the-other hand; in’some:
countries; such a restrictiof may be regardedras’an~
unreasonable’restraint :of 't-r-édér‘;aﬁd-,:as:i.fbeing:’-in violation::

of the anti-trust”dr'coﬁpetitidn Taws.

in :connedtion with such-a~restriction;-again, it
woulid be important to clearly define thetobjective of
coéperation and the scope of joint inventive activity so
thatﬂtheiSimilarity:of%joint inventivefactiﬁitieS’gnder

différent coopéeration agrieements ‘can be “determined.

) B
A PO

3% 60 0Térm tand. Tetmindtion:

“::How long.-the:cooperation agreement: should:

continue requires careful buasiness-consideration: It

wohldﬁgenerélly:depénd'onﬁthe?types’ofwtechnology&ctn-??ﬁ%ﬁ
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“product involved, ‘the degree of mutual trust-between the

partners, and various other factors.

S 0In most cases; Tt-would:-be desirable to divide: 7%

the entire agredment term ‘into several:phdses: and to setia.




target” fo6r+each:such: phase. »The:agreement could:.further.
provide:that:at the endrof. each:phase. the:partners:shall:
sjointly reviewsthe progress:made during- such phase:andi-
Where necessary,agree: on modlflcatlons ino the schedule
andﬁtargetsuforﬂthe;subeequent;phases.. These provisions:
would help the jeoint inventivelactivity proceed in a':

manner satisfactory to both partners.

Because of the uncertainty of achievement of the
obﬁectiée oficodperation;‘howéver,:it:maYLberdesirable to
permitﬁeither&partnerntowwithdraw:frpm theagreement:prior
to expirationvof itsiterm: ~In fact; 'a partner:would:gain

#litkwle by forcing the.other:ipartnerswho has lost:interest
torstayfunwillingly.: - In-this.connection; it would:be:::-
“necessary toconsider whether »if is appropriate to permit
the withdrawing ‘partner to retain its rights to the. joint
invention and joint industrialsdesignsﬂvauired.upfto?the

date of its withdrawal.

3.7 Arbitration

The Guide states that in international’ commércial

practice, arbltratlon ls lncrea51nqu preferred to

fproceedlng before cxvrl courts ‘Eor - the settlement of
disputes. We concur. First, proceedlngs before courts
are open to the public and thus have the danqer of |
disclosure of information. OQf course, such disclosure

should be avoilded in the case of technological cooperation
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agreements which would necessarilyiinvolve: sensikive:y ...
informationirequiring-highestsprotection: rSecondly;.the:
relationship between: thé cboperation:partners:is:difficult

Lo prec1sely deflne dinistriet- legal ‘terms. and,: as:a

result,\ls not:gliitablex Eor lnterpretatlon and resolutlon
in strict accordance with:olaw: cowvm: el i ofen Bioaun

..Iniclosing, ‘we wouldoliketosreiterate that.the.

»Guides is-an:useful attémpt.to.suggest possiblessolutions:

andpobtions: for problems sinsinternational:scientificgy. -
technological and economic ieooperations: :We:appreciate the.

effortsimade by all:therpersons.concerneédsinidrafting:the

Guide: vHowever; weghope that:many.more:experks throughout

thecworld willicontribute -their -wisdom-towards: further:

itmproving theiGuide by 'revision.s i ng!

>\L
%
-
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- ANNEX A -

-: COMMENTS ON JOINT INVENTIVE ACTIVITY GUIDE OF WIPO

- _' Apnl”is 1983
. Juro, Tehimura, Chalrman
Second Committee, PIPA

on Decemb T 13 1982

The following dre our Homments. We jould. apprec1at_ HE fﬁﬁ'japéiose
delegation to the Experts' Conference on Jo1nt Taventive Actlvity, -
held at WIPO s headquarters 1n,Geneva,_£rom”May”2.to 6, 1983, would take our

The Guide is, as a whole, well formilated. MNeévertheless, it ‘atill ™
Seems necessary, to, pay, greater attention to. the social, economic and legal
syst' jof various countrles,'51nce the’ Gulde is 1ntend ‘to provide .
guidelines which ‘might, in a sense, rule over alL d 1 onal JOlnt
activities. Further, it should be noted that 1nternat10na1 cooperation may
come in various forms. : : : :

Qur comments are as follows.

1. International cooperation takes various forms. The internatiomal
partnerships which the Guide seems to be exclusively concerned with are
limited to "horizontal" ones between profit-making enterprises.
International cooperation may be "vertical" as well, between a semi-product
manufacturer and a finished preoduct manufacturer, between a profit-making
enterprise and a non-profit organization, or the like. There are certain
problems inherent in horizontal international cooperation, and there are
‘other problems Inherent in vertical international cooperation. Therefore
it would be desirable for guidelines to be made for vértical international
cooperation as well.

2. There is the possibility that the Guide may be incorporated into ‘the
national laws of developing coutries in its present form. The Guide should
therefore be carefully reviewed in the light of the industrial properaty
laws, contract laws and antitrust laws of the advanced countries, and it
should not be unfavorable to the advanced natioms.

3. The Guide seems to set forth guidelines in connection with securing
legal protection, joint trademarks, and the-like, in unnecessarily great
detail. The Guide, however, dees not contain the following important items
-which should be stated in comnection with joint activity.

(1) Scope of Joint Cooperations

Unless the scope of joint cooperation is clearly defined in the agree-
ment, disputes may arise later between the cooperation partners with respect
to ownerships of the joint invention and/or the results of the joint
cooperation.
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;concern ‘than that of the exprlatlon ther&in.’

_agreement must be set forth in detail in any agreement.

“between the cooperation partmners..

18

(2) Restriction on Use of the other partner's Information for Other
Purposes

Pr0v151ons restrlctlng the use of 1nformat10n for purposes outside the
scope of the cooperation agreement should’ be prepared “Such’ provisions need
ot necessarlly be a total ban on the use of information for other purposes.
iIt may' ) s 1pulated .for example, that one partner shall not use specific

’1nfor a -fon For. other purposes without prior consent of the other partner

‘which has given the information, provided that it may be stipulated that such
" information-could;be used for other purposes: only 1f a royalty bearlng

:llcense is granted to the partner.;

' (3). Failure of J01n'4Cooperatlon, Termlnatlon of Cooperatlon Agreement
“The’ Claus ,the termlnatlon in the agreement 1s, a much’ greater '

The" treatment ©of 'the results

of the joint inventive activity after the termination of the cooperatlon

A gu1de ling

‘In addition to the afore-mentioned p01nts, we p_ pose that the Gui
emphasize the preference of arbitration procedures in settllng dlsputes e
This is because resorting to court
procedures may very likely cause other ‘problems over the protection of
knqwthwt‘cost,.speed_and the llke&;_

’ To sum"up the foreg01ng,rthe Guldexcontalns many questlonable p01nts.

£ & % % & % % % Lk Kook
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~ - ANNEX B -

COMPARATIVE ANALYSIS — KOBE PAPER BY
JAPANESE COMMITTEE NO 2 AND THE GUIDE

The following 1s the comparative analysis of the paper, read by Japanese Group, .
Commlttee No. 2 “in the 13th Conference ln Kobe ("Kobe Paper“) and the WIPO's S

1. COVERAGE jff"

- [Kobe Paper] covers only the joint feééérdh‘anaﬁdeGEIobment7(R&D).

[EHE:CEiaé}“' - “dovers (1) the jﬂlnt productlon and other sc1ent1f1c
research activities as well ‘as the joint R&D., ‘and”’ (2) the
. government-sponsored R&D.

Comments -
The Guide covers R&D activities in different categories inclusively,
Each guide in each category should be prepared separately.

2. BACKGROUND FACTORS '

[Kobe Paper] . . Market of major interest is different’ in generalﬁ :
Appllcable ldws’ including th nt Law and the Anti—Trust Law
and the Thought of contract are different )

[the Guide] p01nts out (l) dlfferences in the 5001a1 “and’ economlc
systems, (2) differences in the level ‘of ‘scientific and
" technological development,_and (3) dlfferences 1n the local
Industrlal Property Law o

Comiints’ S e
The factor of market should be taken inte account in tHe Guide.

3. OWNERSHIP "% o

[Kobe Paper] The 301nt ownershlp should not be necessar11y purSued
”because,
(1) separate R&D 15 common, ‘and (2) the dlfferent market
of major interest affécts the’ patent strategy. :
o ... Filling of patent appllcations should be made taklng the
‘ ;_follow1ng into accounty’
. (l) in V1ew of the f1rst~to flle system ‘any applicatlons
to Japan should be filed as' earlier as" possible {2)with
. "respect to flllng of a corrésponding patent applicatlon in the
b e PATETRE S cOUDtTy. for. the solely-owned right, a prior consultatlon
should be made as to whether or not the appllcaflon"is o paTT
handled by the partmer. (3)_with respect to the dnventions made
in USA, the patent applications therefor should be flled flrst 1n
USA.

e i

[the qudej {G-1) The Guide defines the joint invention as being not- only
‘ ) Jointly 1nvented by employees of the partles ‘but also solely
‘invented by employees of either party. ’
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(G-2) 'The R&D achievement for which the parties invested
301nt1y should be JDlﬂtly shared.

..(G—5) The joint invention in a2 broad definition should be

regarded as being of an ownership to be determined by an agree—.'

' ment between the parties.

R

-£G=8) With respect to :the joint 1nvent1ve Aactivity the exchange
,QOf 1nformatlon ds obllgated

(G~7) The Guide suggests a'ﬁrovision"efhsecnfing legal protec—
tion, such as the legal prUCEdUIES for filing and patent
..protection. ”

Comments

(G-1) The joint invention should be construed narrowly thereby .
allowing the ownership of the invention to the party to which ‘the
inventors. belong.,;uq;;t - -

“should be_separately treated

'”(G 5) Wlth respeet to'the broad ‘defini {
it should be owned individually by ‘the company to. which the
inventors belong. Appropriate adjustment can be taken in view
future use... ... . :

(G-6) Consideration should be made as to local acts and rules for
confldentlallty (ex. the Tarrif Law in USA). -

agreement

umth e, 1ncluded dn the joint RED, . productlon or sale'?
They can be’ separately provldedvfor.:\n o

A suggestlon is made as t6 th d0pt10n of.a system wherein
t:flllng of a Joint invention by one ‘D rty 1s assured and upon a
sBrant. of patent, a551gnmen‘ "4 ! d to ensure thef301nt owner-
!Shlp.1 Thig requlres a prf n51derat10n to the loz 1 'legal system
of each country

¥

[

RIGHT 70 ExPTOTT

‘[KSBé:?aﬁérjﬁi”””

‘J01ntly Cwned nghtsw . .
N ' 3331cally, the rlght to the inventlons
without any . restrlctlon qhould be assure‘;_gﬂthe parties.

1264




The one;51ded’restrictidh of use may raise a question of
Yiyiplating' the Antl—Trust Law so that the partles should be
careful dn this regard S : ;

Solely: Owned nghts BRER R REE A T e
- 'f'Generally,‘a royalty—free cross 11cense wlthout
Y pdon’ 180 avallable. e S T e

: Some. restrictions may be unav01dable 1f devotlon of the
-“'ﬂpartles to the invention’ dlffers. " Inthis case, con51derat10n
“”fto the Antl Trust v1olatlon should be throughly made

‘ Sub- llcense and share of royalty therefromrshould be
*lwdlscussed beforehand.- S

Backgroing’ Patents *”3" S R L
' Patents in this category should be treated in-the same
manner as the treatment of the solely owned right with some
restriction on the license in terms of R&D areas typea of:.:
products, and marketlng terrltorles ; (AR

Wil

Tthe Guide]

J01nt Invention: L TP A A I L . PR R
(G- l) Each party has the rlght to exp101t A in4rs "own
country. Regarding the third countries, an agreement between
the” partles should detall which party should have the rlght”to
exploit i, #7ins ;

Background Patent S
{G-2) Parties are granted a license, either royalty—bearlng or

troyaltyeftee, ‘during ‘the term’ of tHe: agreement'

The Guide stlpulates detailed procedures for fillng and
protection.

Comments ) &
(G=1) The' Gulde does ot tefer to’ “the' ‘case of" vertlc ’operation,
in which ‘the’ right ‘to’ exploit would be’ restrlcted to some extent":

No reference is made to a sub—llcense to a thlrd party of the
solely owned rights.'  =F :0: :

There are some cases’ requiring’ a'right’ to-exploi the joint
invention in the partmer's country.

Market 51ze of each party should be taken into account

{G~ 2) With respect to -the detalled stlpulation regarding filing and

protectlng procedures We do not see the requirement 1ay1ng behind, "

It can be handled in the same'manner'as'for the normal inven-
tion of the party to which the inventor belong.

R I

5. DISPOSAL OF JOINTLY OWNED RIGHTS

[Kobe Paper]l "The’ followlng should be’ dlscussed befofehand':': ‘ SRR
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~Mwwmwwmm[KobemPaper]

P. 22

(1) Availability of a license to a third party including
‘iyterms -and. iconditions, shares of royalty,.etc.. .

+(2). Avallablllty of .assignment or pledge of its share.

(3) Exclusion of a third party's 1nfr1ngement‘_

[the Guide] (G-1) With respect to the joint inventions, each party has a‘' . :.-
.;--u.pight ‘to.grant .a non-exclusive license to. third parties in
its respective countries. Licenses to, third countries: should
be determined upon mutual consultation.

wwby the pattles .. (The'royaltiee'from tespectlve countries
should he exc1u51vely recelved by the respectlve patty )

(G—3) Exclu81on of a th1td party 8 1nfr1ngement 15 subject to

the mutual consent of the parties. If either party has no

interest in exclu51on, the other party may elect the. gxclusion. ..
:isolely.;w,f:,,; I R T S

Comments P SR : : - -
(G~ l) With respect to the solely owned rlghts, the owner has

a discretion as to their disposal, with a proviso that the other
party's standpoint is well taken intec account. P

(G-2) With respect to the profits to be shared, arrangements to,
: make them;equal are necessary. e T > T TR

,QIG 3 Wlth respect to & thlrd party s 1nfr1ngement th?léﬁﬂ?? of
rlghts should have a rlght to elect its exclusion. S

‘6. . KNOW-HOW

[Kobe Paper] Knowmhow 1s treated 1n a substandtlally same manner as
the 1nvent10n

[the Gulﬁe} o dltto T

Comments : L
A confldentlallty provisien: requiring the recipient of dis=. .

closed Anformation, not to.use:for: other purposes should. be ;nn;;
additionally included.

'Kndm—how"ehoﬁld Ee defined as beihg'seErecyualeltl-

: Refer. to .the.comments on the ipvention..

7. TRADEMARK

mNo ----- referencewiswmade -Amn-- particular

[the Gulde] - Detalled pr0v1510n5 are made as to the ownershlp of the
301nt trademark, procedures for appllcatlans, and 3551gnment
or license tp a thiid. party.“.:”3_ :

Corments
In general, detailed stipulations seem not to. be necessary. ...
Sufficient is a general stipulation leaving ‘a discretion te =~ T
determine the. details on. the parties. 1nvolved upon mutual
consultation.
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8.

.10,

11.

CONFIDENTIALTITY © =0

[Kobe Paper] 5”'“ThE’pfetfiee”of'dbmeStic agreeménts ¢an bé applicable so
that no spec1a1 reference is made thereto.

[the Gulde] o The partles w111 have to trea _the result of JOlnt
activity as confidential.- Bl = ;

Comments . Nothing in particular.

PROVISIONS FOR POST-EXPIRATION

[Kobe Paper] The practice of domestic agreements can be applleable s0
that no special reference is made thereto.

[the Guide] The fate of titles of protection will have to be decided
upon in connection with the expiration or cancellatlon of
cooperation agreement.

Comments .

A provision as to earlier termination should be included in
the Guide.

.APPLICABLE LAW

[Kobe Paper] The determination of applicable laws must be made taking
a practical view point of the agreement into account.

Suggestion is made as to the languages to be used for the
agreement .
[the Guide] In an international cooperation agreement the choice of
. the applicable law is one of the most important questions,
Comments Nothing in particular.
JURISDICTION

[Kobe Paper] Recommended is the settlement «of disputes between the
parties by arbitraticn instead of court decisions.

[the Guide] Suggested is the jurisdiction to courts in selected
countries or specified courts.

Comments Nothing in particylar.
. ARBITRATION

[Kobe Paper] Stipulation of the following is recommended.

a) Name of the arbitration organization to use
b) Applicable arbitration rules or applicable laws
c) Place of arbitration

d) TIdentification of disputes to be settled by
arbitration
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e) MNumber of arbitrators and how to select.them; ... ... ...,

f} ~Decision (majority vote:or. unanimous vote)

fthe Guide] In international commercial practiée,.arbitration is

<o, increasingly prefered.to.proceeding before civil courts.for ...

the settlement of disputes. .., . . :%ros

Comments
‘Nothing in particular.
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- ANNEX C -

Full copy of THE GUIDE

PART I:% Intreduction

A, Background

1. Economxc, sclentlfxc and technologlcal cooperat1on between varlous

countries, including countries with different social and economic syscems, is'“

growing in importance. -Within: the framework.of such. ‘cooperation), .questions,.
relating-to:technolegy play a special:.role...Usually technology. is, transferred
from one cooperation:partner -to:the:other, or.exchanged .between the. partners.
On the other hand, new technolcgy may:be created as a. result of. the .A
cogperation, and thlS raises legal questions concerning possible rlghts of the
partners in:relation”toi:such:jointly..created technolegy.:  .In-.addition. to ..
technology;”theucooperaqionymay:also lead. to a..new:product.design, or.:to. new
trademaiks. i :The commen-feature:.of. all: those.results of.cooperation.is.that
they are:of an immaterial.pature; and:may- .become : ithe - subject of. industr;al i
property rights. The relevant guestions are complex and require careful,. .

consideration during the negotiation of the cooperation agreement. Moreoéer,:‘

questions :may:arise:with:respect.to.the obljigations .gof the cooperation

partners in-connection:.with the.creation of.new technology ‘or, product désxgn,f"

and with respect to the:rights.of.inventors.and: igreators. .. The latter ..
questlons, ‘which: Likewise . relate: to Lndustrlal property, also need to.be
regulated in- the agreement. Somerls : o R ' : o

2. Existing laws and treaties, in partidﬁler'inaﬁstriei proﬁerty'laee“end'
treaties; do:not:appear ~to-contain:a. .complete .set:-of ;rules governing. the  above .
questlons.' In: many respects, ‘the; partners ln ‘the cooperatlon W1ll have te

into account. On the one hand, this may: facllltate the negotzathn and
conclusion of the agreement, because of the possibility of adapting each
provision to the specific circumstances of the envisaged cooperation. Yet an
the other hand, the absence of preexisting legal regulations.or gu1del1nes may .
make the negotiation and conclusieon of the contract mere complex, since the
partners will first-have .to agree:on the definition of a number.of basic.
.concepts--a . task which requires partlcular sklll where ,substantial dlfferences
exist between the soc;al, economlc and legal systems of ‘the countrles ~
concerned. ’ : : . : . . " e .

B. Purpose of the Guide

3. The purpose of thlS Guide is -to fac111tate the drawlng up of agreements
for economic-and ‘technical cooperat;on between partners from. dlfferent v
countries, and to-give-practical. advice-to the cooperation partners. for the
legal regulation of questxons concernxng the results of jOlnt inventive,
act1v1ty.._.. : - o R . ; .

4. For this purposer-the Guide‘analyzes theﬂvarious.problems that arise.in.
connection with cooperation agreements in.respect of.joint inventive
activity. It also attempts to develop a. uniform approach towards the
requlation of those problems (1nclud1ng questlons relatlnq to the settlement
of disputes). e ST . T ST »

. 5. However, the GUide does ndt. 3§'a'rhlef'maké'Speéific'recommendations*as
to the procedures that should-bé.followed .and .the contractual provisions that:
“EHEI1d  be “adopted I ts purpose~is-essentially.descriptive.and.. A% .analyze:
existing ‘problems and offers possible solutions.. Moreover, the .Guide 15"
an exhaustive treatise; it rather presents:a systematlc outllne without

. attemptlng to cover. every specxflc situation.

§. The'Guide is prlmnrlly intended for usn hy Lndustrlal enterpriseS'and:
research and development institutions that.are involved in internaticnal
scientific, technological and economic cooperation. However, the Guide may
also be useful to Government departments with responsabilities in connection
with the promotion, planning and implementation of cooperation agreements or
those whose task is to promote international scientific, technological and
economic cooperation generally.
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C. Contents of the Guide

7. This Guide consists of an introduction {Part I), a main part on joint
inventive activity (Part II), which is divided into five sections.(A:to E);
and an Annex containing a Glossary. B

8, Section A of Part II deals with joeint inventions and joint industrial.
designs resulting from common research and development acthltles under the, ;
cooperatlon agreement DL : : : . . cinie

10. Sectlon C examxnes oreblems relatlng to know how obtalned th:ough 301nt
activity. “Even’though kiow-How does~ not usually enjoy-legal: protectxon ‘per .
Se, it ccnstltutes an 1mnortant achrevement,,_

not
and

blems related £ trademarks;jorntly developed 1n;
‘the course?of" coope Although trademarks,Astrlctly speaking; are not.
the result ¢f inve ve: act1V1ty, ‘théit ceredtion may” nevertheless requlre N
considerable efférti{in particiular; - the search™ for COnfllCtlnq tradémarks.. and
marketing planning), and their use ‘is extremely important for:the commercial:. .
success of act1v1t1es that may be covered by the cooperatlon agreement.

1.

12. sectlon (Sectron E) of Part II conslders some partlcular matters
not related” to any spécific- industrial: property “righty -such as:confidentiality’
arrangements, ‘the 1nfr1ngement §E third- party rlghts,.the appllcable law, the
competence of courts : éttlément of: dlsputes; . ;

D. Termln

13. One of the most " .important ohjegtivés of the Gurde is the promotxon of =
uniform- termlnology, ‘which-is eSsenfial- for “anyinternational cooperation. --
The Annex to the” Gulde ‘contains “a Glossary of  the: most important terms, with -
their definitions. 'In this connection it should be noted that the termlnology
used in the Guide is the same as that used in other WIPO publications.

14. Two expressions will be frequently used in thlS Guide, namely-. : :
"cooperation partner” and “cooperatlon agreement,” Therefore, also aga K nd
af introductsry statement, ‘thefolkowing:rdefinitions-are: given jheres -::
- (i) T“cooperation ‘partner" meéans the legal entity! (company, State. enterprlse
research 1nst1tute, Government agency ‘ete.) ‘that ‘concludes:a cooperation:
agreement with anctheyr ‘codpération partner,~ iy “"cooperationagreemert” |-
means a (legally binding) contract between two or more cooperation partners,
by which rlghts and obligations concerning the cooperation are established,
amended or termlmated {regardless of ‘the’name: used: for the agreement, e.qg.
"joint venture,* protocol," "memorandum," etc ).-r‘, : : ) .

E. Joint Inventive Activity Resulting from Cooperation Between Partners
Belonglng to, leferent Sooral and Economlc Systems

15. Jornt'lnventxve' t1v1ty is ‘not“d new? feature n 1nternatronal

cooPerhtloh AN E e L e B g P S U ag Teeme Tt s and - ContEaC ki on sy
cooperation”in ‘production, -reséacch and development, and moré: recently also 1n
scientific research 'work between enterprises -and: institutions of different-:u
-countries. In the early stages of such cooperation; however,. where ‘the TR
partners belonged to countries with the same socizl and economic ‘system and a
similar and comparable Yevel “of ‘development, most of ithe- problems oould be ol
solved accordlng to the tradltlonal contractual practlce.
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16. withthe internationalization of pfdductidn,'research'and development in
recent years, “joint - inveritive acthlty ‘Has ‘Become” a more ‘important’ ‘feature of
international cooperation contracts between -partners .from “‘Countries- “With
different soczal and economic systems; 'different levels of developmeént, '
particulatly in science-and -technology, ‘and different ‘national -industrial:
property legislation. Therefore, special attention should be paid to problems
of joint'inventive activity during the negotiation ‘and drafting ofan “H%0C E
international’ cooperatlon agreement between partnérs belonging to different
social and‘economic systems. Sirice no standards .or prototypes ‘exist “for
contractual ‘clauses regulating questions of ‘joint inventive ‘activity,:
cooperatlon partners  should carefully: analyze the relevant facts and’ nagotiate”
with a view to creating a "legal: -structure that fully covers the questlons to S
be regulated and thus ensures successful cooperation.'” ' R SRR

PART IX: Joint Tnventive Activity

17. A common feature" of any scdientific,’ technological and ecenomic -
cooperationi‘is that' joint creative ‘effidrt "iIs required of the :cooperation -
partners to achieve the common tasks and aims agreed upon™in''theif cooperatioh’
agreement. This applies in particular to cooperation in technological. .
research -and” development, where joint creatxve activities” produce meaterlal
results of- cénsidérablie edonomic valie.'” Those® lmmaterlal resglts’ may- be "
inventions = 1ndustr1al designs;,’ technovatlons Ot khow-how." Wneré the"
cooperation” covers commercxal ‘aspécts;’ theresults may- 1nclude trademarks.-
All these results,’with the exception of know-hwa 3
of view of- 1ndustr1a1 property protectlon.

A. Joint: Inventlons and Jolnt Industrlal De51gns"

18. The most 1mportant results of ]Olnt inventiva® act:vxty are jOlnt
inventiodnsi Industrlal designs are ‘also 1mportant, although ' not to! the s'me
degree as- 1nvent10n5 - The legal- quest;ons concernlng lnventxons and
industrial’ de51gns a:e 51m11ar, however, 59 - Be ani: .

(a) Deflnltlon of Joint Invent;on (Joiht-Inthttiel De'

19. 1In order to define the joint inventioen-and the“joint industiidl: deSigﬁ,
the most important question to be solved concerns the expression "joint." In
an attempt at a: deflnltlon, ‘it codld be stated that any invention (or B
industrial ‘design) made “in ‘the- executlon ‘of a- cooperatxon agreement by
"employees of ‘the - cooperatlon partners is ‘& julnt lnventlon (or 301nt
-1ndustr1al deslgn), prov1ded-_ : ’

{iy ~ that- at: 1east one of the 1nventors tor' creators of’ the lndustrlal
design) is employed by voneé ‘of “the-cooperation pariners and‘at least"'
one other 1nvent0r {or: ‘creator "of ‘the lndustrlal designy igv- ¢ '
employed by the- dther ‘cooperation- partrer, irrespective of where
the said-invention (o: Lndustrlal deszgn) concerned was made; or’
alternatlvely i'~ : PRLT LT s

{ii) that the 1nvent10n (or lndustrlal dESlgn) ‘was made as a result: Qf
‘jeint research ‘and - ‘development - and/or productionadtivities on the e
part of the 'coopération partners by “one or morfé persons employedor - -
commissioned by one of the cooperatlon partners.

20. Thus, two cases would have to he dlstlnquxshe : first, the case where
the invention “(or ‘industrial desxgn) ‘has been made 301ntly by’ employees ofall -
cooperatlon partners, and ‘second,; the case ‘where 'the -invention (or lndustrlal :
design) 1is ‘the fesult of ]Olﬂt research ‘and- development and/or productlon
activities of the ‘cooperation partnérs.” In the first case, ‘there ‘are several
co-inventors (of joint creators of the -industrial deésign)-who -cooperate ‘in the
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making of the. inwention.{or industrial. desiygn), while.in the:second case: there
may be only .one .inventor.{or creator.of -the 1ndustr1al design}., but the :
invention (or,lnduetrlal_des;gn) is.- nevertheless a joint one:because it was'
made in implementation of. the cooperation .agreement .and- was. based on joint
research and development actlvxtles and/or jOlnt productlon act1v1t1es.

21. Of course, the cooperatlon partners are free to adopt another deflnltlon

of the joint. lnventlon {or-.joint 1ndustrlal «designy..+ They may, -for: example:;
regard an 1nvent10n (or .industrial. design})..as a jOlnt :one only if ‘it was mad
jointly by employees of. .all: partners, which means .that . the contribution .of.
“each co-inventor WL each ‘joint .creator of ‘the.industfidl design must.beisuch
that it corresponds: to: the definition of co- autho:shlp in each .of: the -
industrial property laws applicable.. - - :

22. Several practical cases may be distinguished in connection with joint
inventions and joint industrial designs.

{a) The most typical case of internationelvoooberehioﬁiﬁill“he"fhafhihsﬂ:

which employees of the cooperation partners, as a result of their joint
creative activity, produce :a joint xresult... Thus the,joint:achievement ...

character of .such. a.result.is determined by the jo1nt creatxve acthlty of.. the"

employees: of. the cooperatlon partners

(b} ; If; the ooopera_lon partners, 1n order to, achzeve the
forth in ‘their cooperatxon agreement, agree. to share .the. cost of:
development, they may. be  induced_.to, regard.any. lmmaterlal result: withi
framework of.the. cooperatlon as having been..obtained. jointlyy. erespec
whether the result was. produced by employees of one.or-ail. cooperatxon;
partners. The joint-achievement character of. such a. result is determine
the fact that the research and development has been 301ntly financed.

{c) If immaterial results are.produced. in an.enterprise; set Lup; by- the.-
cooperation partners ("joint venture®™), it seems”justified, in view of the’
close cooperation-based- on. the: orgamizational. form of the.enterprise . ;
concerned,. to ;egard euch_results as.jointly obtained,.irrespective. of wheth
they were created.by persohsadeleggted~toJthe-joint;venture.by one -or ‘by-all

cooperation-partners,. - The .joint-achievement character of such results then,h,‘_g

resides in the very close cooperation of the partners, whlch is reflected in
the establishment and act_ult;es f;a jOlnt venture. .. - [ T

{b} Ownership: of J01nt Inventions (J01nt Industrlal Desxgns)

23. Hav1ng deflned the 301nt lnventlon and the lent 1ndustr1al de51gn,‘the‘w
guestion arises.whether the fact that .an invention or, 1ndustr1al design.has:
been made jointly .leads .to joint ownershlp of the invention . or lHGUutIlal
design. In order to reply to this question one has First to cons;der wnat
. "ownership" means in relation to an invention or industrial design.
Obviously, .ownership. does not include merely the title of .protection;(e.g. the
patent) but.rather means rights that.exist. before .such a . title.is granted,
namely, the right to.obtain. .a title. of - protection .for. the invention. (or
industrial . design). in the.country- of - -residence-of,.a cooperatlon pactner.and in
other countrles, the.. rlght to. work the 1nventlon (or .exploit the indystrial
design) in the country of residence of a cooperatien partner and:in other
countries, the right to export--or, depending on the country from whose point
.of view this .question is considered, .the right to impert--products whose
manufacture has - invelved. .working.the invention. ot exploiting the. Lndustrlal
design, .and the rlght .to transfer. any of the aforementloned rlghts..r .

e ARENEHE. . QUestLlON. whether.ao¢nt 1nventlons or Jo;ntmlndustrlal des;gns
belong to all cocperation partners 3s co-owners is considered, .due .account
will also_have to be taken of which .among, the .several . p0551hle deflnltlons oE
the joint anentlon and the ‘joint industrial ﬁ851gn was adopted. .If. the
narrow definition hased con co- authorsth applles, it may already follow from'
the indust¢rial property laws that both cooperatlon partners are.co-owners. of |

‘the joint inventions .and jeint, industrial designs .({a solution which, under.. the .,
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laws of a number: of countries, assumes that .inventions .and . industria) .designs .
made by an employee Ain the execution of th cont:actual obllgatlons elong Lo
the employer).:. Ef the.-broad definition of the joint. invention .and.ghe Joxnt
industrial :design . (1ncludlng any result of. jointly . flnanced act1v1t1es)
applies, the question of ownership does not. necessarrly ‘follow frqm'the g
industrial property:laws but--most probably~-depends.entirely on the . .- .
contractual provisions adopted by .the -Gooperation partners. ~Moreover,. ;i
be that .the industrial property laws of various countries provide for ..
different solutions,.and, that the warious aspects of ownership are regulated
in a different manner. For- these reasons -it..is.indispensable .that. the .’
cooperation partners requlate the question of ownership in their
agreement--even. where :the, narrow definition.of. joint. invention. (based -on:
.¢co~authorship).has been.adopted. - Moreover,: it, appears..advisable. for the =
agreement: to; deal with some- of the specific: aspects of ownership: referred o -
in paragraph 23.: For, example, it should be. clarified whether.. -Jeint ownershlp_
should automatlcally have: the. consequence of all the rights covered by;.: e
ownership being- exerc15able only- jolntly by the .cooperation. partners. Such
specific- aspects w;ll be:dealt, wlth - .0ne; oF :the. subsedquent: chanters;of thls
Gulde. L we ; o PRI . .

(c) Exchange of Informatlon Concernlng Joxnt Inventlve Actlvrty:,'TH

25. Before examlnlng questlons concern;ng 301nt ownershlp 1n detallf 1t As
appropriate to deal with an important aspect of the relations between the
‘cooperation partners, namely their obligations conce i the' exchange:-.o
1nformat10n. . ) e

26. One of the basic provisions: of: every cooperation:agreement.should be: that
the cooperation partners:inform:each other.of:any:results:of joint!inventive:
activity, -since.this.mutual information will:-be:a prerequisite-of-. making
arrangements. to.secure:.legal: protection- for: such results-as well’ as:their:: -
exploitationdin;aceordance thh the objectlves of the cooperatlon agreement.-=

27. In partzcular, 1t w111 be requlred that each cooperatlon partner
(i} take the necessary measures so that employees who partlclpate dn -
joint activities:inform it promptly- of any joint.inventions or. joint!:
industrial deslgns whlch mlght emerge of thelr work under the: cooperatlon
agreement;. - : e L : P o Cldasen Lo

{ii) promptly 1nform the other cooperatlon partners of any ]olnt o
invention or jeint industrial design (in this connection, however, nathnal
laws controll;ng the dlsclosure of 1nvent10ns Wwill have to:be respected),

(iii) transmit to.the other cooperatlon partners the relevant papers,
documents or. spec1flcatlons relatlng to every new. 301nt 1nvent10n Qr. jo:nt
Lndustrlal deSLQn.,_ : B . v R :

28, The Obllgatlon to. exchanqe 1nfermat10n should not be llmxted to results
that clearly fulfill the legal reguirements-of patent or industrial .design - ::.::
protection. Even where a result is such. that it may appear doubtful whether
patent or industrial design protection could-.be-validly obtained:or where. the-..:
result is an-improvement of :an invention .or-a technovation, the cooperation: -
partners should keep each other informed.-:This means . that the measures - taken:
in order to ensure the obtaining:of relevant:information from employees:have
to extend:to:.any kinds of results that mlght be con51dered from the po;nt of

view of joint inventive activity. R S BRI B . sl

29 The obllgatlﬂn to exchange information SHOUlA H1E67E6VAr- Facts  that-grar s,
relevant in order to determine co-authorship between employees of the
cooperation partners. . This is:in particular -the case where the -narrow:
definition ofijoint 1nvent10ns and .joint industrial-designs: (based:on"
co- authorshlp) is adopted.. However, facts concerning co-authorship .may also
be relevant 'in-determining whether a person:who participated:in:the. i
development of Jornt ;inventions or. jOlnt 1ndustr1al deslgns may clalm author s
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rights [for "example,’ the tight td be mentloned ag-the inventor ‘or cdreator: of
the industrial des1gn ‘or “a ‘right ‘to remuneratlon in “decordance ‘with the "~ ¢

appropriate provisions of ‘the’laws). . In order’to tegard “an’ ‘employee of a“ :
cooperation partner who partlczpated in the - process of ‘making an 1nvent10n as3?
a co-inventor; it 'is ‘necessary-for that ‘employéé ‘to have made ‘his own'’

independent creat1ve ‘dontribution to that 1nvent10n, ‘without ‘which' the

invention“would not have been made, or, "ih’ other ‘words, for' him to have
participated in conceiving the ‘invention. In order to clarify -this issue the
cooperation partners woilld -have an interest : 1n laylng down crlterla
Tdetermining &o- authorshlp Ln therr agreement.

30, As regards ‘the trans ttal of relevant papers,'etc., it is adv1sable for
the agreement 'to state ‘that’ each codperatien partner will:promptly communlcate
to the other ‘cooperation’ partner, at ‘the regquest ‘of’ the latter, all necessary i
and duly ‘éxecuted documents’ requxred for the filing of applications for: i i
industrial property rights.’: ‘5uch doouments include’ in’ part:cular descr1ptrons_
and clalms in’ respect’ of dn invention or’ the feproduction of-an industiial® oo
design. - Moreover, once applicationsfor titles of protéction have been:filed,;:
there should be an obligation for each of the cooperation partners to inform

the other partners promptly of the relevant facts (in particular the date) of

the filing, the legal status of the' ‘application’ {in, pacticular whether any’ )
action was taken by the industrial property office), as well as an obl1gatlon

to forward a copy of the applxcatlon flled to the other partner. "

{d} Securing- Legal Protection

31l. Once a joint invention or a joint industrial design has been made in the
framework ofia ‘cooperation: agreement, the’ cooperation partners will have" to
deal with-the.question whetherior not toifile applications for" legal
protectxon or: whether. to’ keepthe:jointly: obtained result secret. 0bv1ously,*'
this is a fundamental. gquestion’ with:respect to:which- a:provision.: should be.
included in:the cooperation:agreement. -The: provision should:deal with-the:-
method of reaching a decision on this question, and the most practical

' solution would seem' to"be’ to require’agreement’ by all*coopération parfners ‘in

every case. However, a solution would also have to be adopted if, in one

specific case, there was no agreement:hetwéen: the:partnérs (would this mean

that no application could. ever be:filed: or would-a.particular procedure -be.’
required in order to setile the disagreement?)’ ‘Moreover, the cooperation
agreement could establish certain principles, for example the principle that -7~
applications for titles of protection ace to be flled unless all partners

- agree that thls should not be done.- B - . . S -

32. it may happen that one- of the cooperatlon partners does not w1sh o
undertake, or participate in, any measure for obtaining and/or malntalnlng
legal protection foria:joint invention or joint industrigl design; 'for such a:
case, the cooperation agreement should contain a provision which, ‘in-order to
avoid legal insecurity, could for example require that such a cooperaticn
partner should clearly and ia due time enter a waiver, and which would entltle
the partner interested: in theinvention ‘or: industrial de51gn to- flle :
appllcatlons, or act otherwxse, inv hls own “name., i .

33. Some'further questlons;need-to-be-settled 1n:connection with .an s
application. filed .or-a title maintained in force by one partner whereas:the
other partner is . not.-or no longer-:interested, :in particular guestions :
relating to the-exploitation of thevinvention-or industrial ‘design by:the
partner who--although not interested in. ecbtaining t1tles of protectlon——mlght
not wish to be excluded from such exp101tat10n .

'(1}. Questrons Relatlng to Form of Protectlon

34. Since somevnational laws ‘on :the legal protéction of inventions provxde
several forms of protection, the-cdoperation partners will have to decide

which form of protection should be ‘chosen in respect’ of- the countries in-
question. For example, some naticnal industrial property-laws. permit a choice
betweena’'patent”and an:inventor's certificate, some others provide for a S
choice between a patent and a utility certificate or registration as a utility
model. Any decision as to which form of protection sheuld be chosen will have
to take into account the applicable provisions of naticnal laws and
international treaties,
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.35, Moreover, in.some countries, namely. those. party:to.the European Patent
Convention, there. exlsts a cholce between.a_ nat1onal patent and a reglonal
(European)_patent, Thls is also. a. questlon to be declded by the cooperatlon -
pactners. . ... . R T . o L

36. Flnally,‘the 90551b111t1e5 effered by’ the Patent COoperatlon Treaty (PCT)
and the.Hague Agreement Concerning.the International Depésit. of Industrial . -
Designs will.have. to be taken inte account. by  the. cooperation. partners.. The -
procedures provided fof by those two treaties. largely simplify. the securing. of
1ndu5tr1al property titles in a great number’ of countrles.

(11) First Filing

37. The cooperatlon partners Wlll have to agree an where the flrst L
application is.to-be, filed, which then will serve as a basxs for clalmlng
priority upnder the Paris Convention for the Protection of Industrial
Property. In many cases, the most practlcal solution seems to be for the

whose territory- the -joint : lnventlon or the ]oxnt 1ndustr1al desrgn was
actually made.: The- drafting .of. the application. documents would.then be -
facilitated since the fagts relevant Eor. identifying. the 1nventlon or . o
industrial. design could be . establlshed rn the. country of the flrst Eilin

. 38, Whlle the panclple of ]olnt 0wnersh19 would normally Eequlre all
applications o be.filed 301ntly by the.cooperation. partners, . it may. be more
convenient for .one.of _them, on - behalﬁwof the others.to.take.the measures.; ..
necessary. - for. Obtalnlng legal ;protection of the Jolntly made results.; \This..
would mean that the partner concerned would file the first application in. hxh‘v

country of res:dence.

39. Where joxnt 1nvent10ns or 301nt 1ndustr1al desrgns arise Erom the
statutory activities of a jeint venture e