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THE FOLLOWING POEM WAS WRITTEN TO EXPRESS THE
FEELINGS OF THE AMERICAN GROUP MEMBERS TOWARD
THE JAPANESE PEOPLE AND NATION AND WAS PRESENTED
AT THE CLOSING OF THE ELEVENTH INTERNATIONAL
CONGRESS AS A GIFT TO THE JAPANESE GROUP MEMBERS.

JAPANESE SUN

The Japanese Sun has risen,

Risen proudly to its sacred
place between heaven and earth.

Its strong golden rays
extending deep friendship and love
across the seas to every land, to every people.

Shine on brave sun,
for your glowing freedom
brings men together in brotherhood
to strive for the common good of all mankind.

Shine on venerable sun,
for your enetgyand wisdom
shall touch the heart and light the way
for those who know your warmth.

EDWARD DREYFUS
24 October 1980
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OPENIN<;,ADD"RESp

'koichi ono , President
Japanese Group

Good morning.

Distinguished guests and, air assOcIatloh membe r s ;

I':am,-1<oichi ono; ~~'~ -.p.t:'e~,id;~nt,pf; the",.::fc:l.panese

group this, -yeer .

It is a great pleasure for me to a t.t.end ,thi,s 11th

PIPA International Congress to see all of you and to' extend

a hearty weLeoma to you.

you rn~y remember, the jid Internati6nal
Congress was h~id In 197:2'~t thi~'s~e p'i'~~:EL ilf:~e';fJi.Ji{ng

the past 8 years since then, the p6±ificd{::si£rlatfbf:'-i'ti/fhe

nWoJ:'lg.,<l1Cif? c.h~I:l.gE?4::Cl. g:r:;~?:F: de~l, .,.and 1:.J:1~ ~nI1ovati,oI1:,o~_.

technologies has more and m()re,rClP~4~y:>and"eff~p~~n1=;.~Ybeen

made. Such changes have made great influences on the system

aI': i~'d~st~Lal p~()perf~ ti~b.ti- iri':mciIlY: Gi~p~6t.~ :":if{-:m~ri~

countries.

under 'th:~ ci~6~k t~:ri.'c'~'~';:_' i {C' i~ .:q~ife rn~a.riiri.gfti'i

that the peopl'" in the field of the industri.al property

right infh~-'u:.S. ~'h:cI-j~p~:h~~;~':-c61TLpariie"~<g~:t -tog~ther every

year and exchange i:n:f6~'~tio:ri' and o~in1c;il~-~Fur'f:h~:i-~

meeting of the peopie'-"fiav1'ngd.fff~r'eht'jSackgt-bhn'ds- is

meaningful als~f6r thernutuklund~rst~ndirig.

s1n~~ieiy' llOpe"::thtif': thls' :C6ngr~:~swilf'be

Pleasan:t and'-wiiYattti'iri::i.t~--:"6bJeCti\re:s. Thank' you;
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REVIEW OF 1979 iCTIVITIES'vPAULINE NEWMAN

OCTOBER 22, 1980

Good morning, honored guests and members of the Pacific

Industria~,~:r:'p~~,_rt~(;A:;ssociatipn.

These Annual Congresses, and the variet~ of r~ports which

are:,pr_~.~~nte,q, re,~les~, ,the s,C?J:l~ of sc::holarship and exper­

~e~~~.~h~ch resides in our members. The information

~x9,t~a~ge:q"~§ "in\fa,~,~~l:?t~~,

The 19?~,C?ng'i"~~II1"t,ill Phil'?-clelphi~ a year ago, and was

well attended by delegates from Japan and the United States.

The,.;pr9gFflm_.:rt=!;~t,e9t:egcurrent interests and activi ties in

Lndu s t r ia'l pr9P,~r,tl',."::" as does. the,: p~,0c:.Jr~m this C~:m~ress.

'l'llere. w~r~ ,r:eP9,~t13,,,on ~,~~., l~.~ef3~ chap~es In, pa t e rrt and

trl3.de~,Cl;rlf~xactJ9..ee. ~.-l',l. s,everal countries discussion of

jo int r,es~a_r,c:tL,,~I1,9 i.ts~ p:rpb:~el11~r ,c3.X1d trade

questions. And .t,ll,e,F,e"w,a.s a l()t.<?f attention, at last year's

mee t.Lnq , to t.he .sJ?rci;fi,c, c~lc3.,n,ges_,~~oPP,.~~(J in the Paris

TreatY,;7 t.!l,~, IpternatJq.n~J Convention for :t:he,. ,p:t"'otectiop. of

Industrial Property.

Th'fseleverith' iearof activity andgrowfhofPlPA is a

continuing tribute to the worth of this orga.:rii'zatidn '·'to

'our :;;I1reiribe'rs'~

Thes~'->annuiifim~et.ing~,i'and 6ur"annual pubI''iahed proceed'higs,

. 'a:ie'iart _,'fe;~s'~ rit'fal ,'-'fullet ioii-'of'PIP1\. ':



Onerof <the i'Il1pqri:3Hlt:"PtP;P'9:.!?,E!15, f9:I:' ':':VlJ),~Sl:l ,P:Jl'~,,:~as.,fo;rIl1ed

-related, .tc our. wish:,t_q(:,b~ inyq~v~c1 Ln ~flt~rn,?:tionaJ:reg~Li,a­

t tous .and ",.treati:es;:,in,<the industr iaL,.property f LeLd, This
" ,.' ""' •• """"-~"""" •• _-" _, ••• ~,' "t

be cameja.vdomLnan]; aq,=:~y~1:YJ:'9:t:';)?;Ip;A,:la~,t:; ,yeCi::t:' ':i'~ ..n.. y~e~}?~,,,

the ,Dipl-gma t~c Conference::l1elQ.": ill Gen~ya i.~_.;F~Rr;,t1~:r;y:?~.;.,

A'~ the ~hiJ.ad~iphi~ Congress we rea~h~cr'a strong, mutual

PIPA position on all of the major .i'~:~~~s involv~d iri'-this

renegotiati~n of the' p~ris;"~reat;. ;;PIPA' h~s:'Ehe staEcls'-'

of: ~.~Qf f ic ial ,>ob$eryey;~" :~: a,~,:Cl~:IloIl::::g()Y~:t:'l}IDel'lt:a~ c. qrg9)1,i.,za.t Ion ,

and '," as) such, our:.,form~~-:"pofi1J'1f;PI'l:,pq.p~r_,)~as g~~tr.i.bq~t=d at:.

ceneve , We we.re. represene eq_>'1:h~()t19h()l:l,1:'" ,-t;.l1~::Cc),Ilfe;:a;e,Ilc~:.,by"

both Japanes", and.AIn",r~cp..l1 <'Ie legates ofj?IPA,., y()umay well

imag iDE! our. ch~g:ri.n",:whE!r.,al~9E;,t:,_l:.he entJre",month" Wp,S spent;

,-.disct:i$.s,i.ng,·_t he ,t:t1_~e$:,-9(iP:t:'P9~PPFe. 'rh Ls-,debate t.ook .. p l ace

in .ahighly p()li Ucp.Latmosph",r.e. refl",cU"g t.he split,of.

;i.D~J\le[lc~,.-blqcs W~ thin, uhe : U.nited Nations".0 andth~H spl,i ts

w;ithj.J1c;b.looa .•.. --

,l.t, 113 . DOW", p Lanne d tpat. t~,i~])i.p,l~ltl,~:~.ic.;,;:Conference. ~~,ll,

cont.i nue.. in Nai:t;'obi"in· t.he fa;I.l .of 19,~1." PIPAcontinues

tO"b,e ,c:l:"SP9~el3ma,(l,' f9Xi t,:tl.E,!,: vi.,ff~l3 of, t he in,d,tIstri_~l,tl,s~r:s o~

patent and trademark systems. We hope to continue, fO,J;ce'7.,

fully to express these views.
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mental organizations. PIPA will be represented, by Mr..'<cau

of the Japan~~e Group' and Mr. Jorda of th~ ~merican Group.

strengthened yoice forWe hope that the outcome may be

the ~~iyate sector !~ patent and trademark matters.

r116A19
em73

This/'past: yeat~:;the·::'Ja.pariese/:GrbupPres identc::was::Mr. Shuaaku

Toki,::whb at':: th~ time':was","General Managet;,',of:;the"::patent·

Depai'tment:'af"Hi tachl ;~., 'Mr·~· Toifi has') sIncevbeen-promoted

to" the Re'5earctr'Depa'rtInEhlt~ and 6n:':>behalf:::6f the':Afnerics.'n'

Gro'up, ciridfOr";mysei'f'': I':shotHd like;,'to'-!expre'ss,;tb Mr.;"Tbki­

6ur':' 'app'r:eci at'.i.i)ii' fOre-: 'hi.s..:-le'adeft'ship':;: {and: h15fr iends hi.p , On
, . --- ..-

, j

b'ehalf of'pIPA,rnay I presenFthis certificate and: this

f.ok'eh:o':f' ou r" reg8':rd':~: we~:re;-'dellght~d':'~that you;,'wil1·'·,'con,tlnue

to serve PIPA on the Board of Governors, as past:;:;;'ptesiden-t.

This' ye'ar'·'sCoIlg't-'e'ss'" c6n'tin:u~:s the tr'adi eiOn "of:' exc'ellence

of our proqram; To' our hcs t s; may I.'" ex};>'ress our delight'

at. be'ihg here , a'nd': out- a'n'ti'C"ipatio-n:' fO':t:': t.he-Conqr'ess now

, beg'inning~

Therole'->'of "ri'on-2goverfIme'ntaiorga'riiz'allons '.such as: ,'PIPA .".

-"contLnue s ' to be rimi ted t6"that'ofi;oosefv~r - and -occas tonel ty

a'dviser':'''';'' 'Lri fr~a:ty""rieg6t iatloris such :;as "Eh i s. one ~~;- 'Next

month in GenevaWIPCl (the'Wodd Intellectual 'property'

Orgariizatiori(;'has ciiTle:d a.-i,me'eting::'sole:Iy:df non-uove rn-



KEYNOTE ADDRESS

Koichi Ono, President
Japanese ':Group

Ladies and,::geritlemen:'

The industrial property right system is faced with

Thi:r:'~61\l'tioil'Ii'· if"cany , may' LnfLuence to a great extent , ,> the

actd,vi ty 6£" compani.es,

ohe",ofsuCWJprbblerns d s a::'kind'[of crisis: ofrehe-

protection of Lnvenci.ons; 'As;:'; you know ,<the:::: principle:o-f Ehe

pate'nt;s~"stem 'i:'s::" th'eprob:~c:tioh-'bf 'inventions' ,to'.:"enCQ'urage

inventive activitH~s'an-Ci"t6cohtribute<:tothe- development of

indil'st.iy. It Ls'vbe Ldeved- thaf."this 'principle is 'commonly

applidable to all':"couh-t'r,ies' having;a:patemt' system ..

This ·pr'inciple.' -is:: c'onfron:tedwi-.th prbb.lerrts-.-'· In

thi s ccinnec'tion/,';'i:l'si ::the:> greatest:'international~i?roblein,

there 'is'the YC'ohtroversy",between:'developedi and .deveLopf.nq

count.ries' 'oht-he' transfer! :'bf<technology:' between: .them ..

'This subj'ect has- beenvd.i.scus aed __for. .many.-yeazs in

all di:rectiohs and ''i'r6rt{every'.p0'in,tc
- ,:of, ,,'v,iew:_ However, both

developed and developing countriesha-ve;>not:ye:t,;ireached a

final s'ati'sf'a'CtOiy- coricLusd.on s-varid J.the g'oa:-l' seems to be far

ahea.d.

I-t is well understbod,::th.a.,t;.thereds a great

economic gap be'twEien: deveIopedrand . developing countries and

many 'a.ttemp'ts'::arid ,',efforts,:to-':'reducesuch a : gap .have ' been

-5-



made.

It is essential to facilitate the transfer of

't.echnoLoqy-rfrom: .devel.oped countries to developing countries

in order to promote and encourage the in¢l:ll~~~:i;?,~i:i;~1:.iQl,<of

.t.he La't.tie.r ,

It is: no-.need to $CiY; :tl1a:t:':,"!:l1,er:.i,ndp.§.t:r~a!{;p,l::'9pe!i~Y;

right system can-act; as an, element ;;l1 i::h~;,.,p:r()c~~,l?>9:E"l5':lch;

transfer of technology. Thus, the rey;i..,Ell.i:..9X1 of., the Paris

convention) has "been::' prop.osed andjdd.ecusaed , The'" dec laration

on :the",ob.j'ec.tbles of the revisiqn ;:I:t:g.,t~s;:

;;The<:re:vision of ,the P"aris.:,~p:nv.,~J).tion-S119u:ld; a Lm

·'contribute,:to,the.' ,eS_tCi.P).J.shn1~nt;·.,of:a new. economic

';orderihth~ world in-:,which::: sppial;' ·jl.ls,:t~ce-' pre:yc:l~__~S

and, :economic ineguali,ties:between'Ilatio,ns,:,:~re:',:r;~,9:,~ceq.

Industrial ,prope'rtY'i,'i-n,;.,partic.ul,~r:,_as:·:it,e ,r:e:lates to

'inventionSi:" .ahouLd- ,const:i,t'Ute. an'i.e l~,~eIl:t;.i:n,,;:.t;}'l:~::

process ,of' Lhe-ct.c-ans fer: of:: <tecpllPlqgy·'· ,'~n,d.!:!l1.o1,1-l,:d

correrdbuee :to' tl1e" ;achievement~.o,f.;::new, 1:;gGhl1plogi:c,S!-,l:,

advarrces ,'. ',:It should: .serve. the:' gO"als,; ofa'"new economic

order;:,.:':in particular: thro;ugh- the ,.inc1u~rtJ:'~~:l'~:z~;t.i:cm Q~

,developing ",'countrie9:•

.trhe.iLdeeL is lo.f,ty., ;.f.IOw~ye::r::,:; the,,q~~s:,t.:i:91l i.s:,p,ow

to realize the ideal. In order to realize the ideal" ::p,a11::

the pz'Lrrci.p Le of;:the'::industrial' pJ:'o:p,ertY.'J:'igIJt system,

per t.Lou.Lar-Ly., : the patent :',systeITL ):)e::jeopCiJ:':4.:!-:?E?;,d? Cen . the

j eopardization .o f the ,:;patel1t;system·.re.Ci~i?l?,:s~ql:I"a.:,~()f~y:

-6-



ideal? ,Th'e,:'ari'swer' t'si: obviously ;:negabive:

The~"~pa.r;i:s ~Cohvent'i(Jnu is.' a. .trreatiy. .nekatri.nq to the

pr6t:ect'ibti<.of'~d.nverrt.Loria, rand. ,i,t tias -baad.ccpr-Lnci.p'Lea' 'of:

national ,:,trea'trnetit::/',- :ind'ep~hderi'ce be ,:p-aten:ts:'and"pri.ority,~

These principles represent the fundamental agreements of<"~

Par:is'Convention' .ahouLd' be-jeque-lLy ':,applicab'le,:rto: all' .member

states.

Uhder',rthe: "principle's'/, the: Cohvention"':has:,' cdntrib...

uted'f6 'the in'tern'a'tiori'al :::trans·fer ;of" technology,; ~:.sin'ce'it '

has,,"provided',"a:pp'rbpriate prdt'e;c,tion ',of: inventions Ln. member,

st'ates:'. -Im- 6the',rword's,' 'wi,th6tit'::'appropriate .pnotiec.t.i'onvof

Lncent'ions"the': ;trarts'fer: "~if' ,,::t.echnology,will." beoome.. obst-ructed

r'i3.ther ';than' 'fEfc'ilit:a·t13:di-

Any. r-evis:i'on;:,o-f' 'the:,:-Paris -eonventikon., apart from

the basic principles, may Cause a lack of trust in t.heope.trent;

syscem, arid "peopl'e':of :developed;countries" could even hesitate

to f,iTe ,p'atent: "appLd'catiLona. ,':in'.'-'deveToping counerLes c.: ThJ.s/;

is obvi'ously :qui,te "against:c'the' objac'td.ves '0£ the ',revision<,bf

the:'Convention~

It is unfortunately a fact: .t.ha't , ;';oheretofore>t in,

the transfer' of: technoldgy,";there:":have:been; attempts in the

sidei6f':,'a:;":transferer:,to'-impose unreasonable: cond.i, tions «on a

transferee. Suchcatit.ernptis have been madecd.nvbotih inte:t~

nationcLl':and domes tdcvbrans fe.r s of technology~'. Stich" attempts

have been treated,::as:a'.ques,tioti o f. misuse or abuaec.ofior-Lqht; ,

-7-



and should be treated';i~n:,:t.hes-arne,way in th18:future'.

Tn>any/::event,:, even though' .. the :·a:i:mmay be to avoid

such misu;s~'_:'or:abus-e',-,any:"revls'ion9fthe .per-ds .Convent.Lon .

affecting essential,quality of patent right",shO)lldnptpe

made,

:Tt is .a-matrter. 6f· course, ,tha:tthe :-.trans'fer of

technoldg:y.. from deve'Loped voourrt.r-La s. to' .'.developing",_ count-ries

is to be made under fair and reasonable conditions. Such

cohdi:tions:;arevariab-le and flexi~:ile,:'d,epen.d,ing:::uponthe kind

of:techriology) 'social' and ':economic 'situation-,:of trans,'f"crce'! J

andrso: on. Howeverc. any: .condd-t'Lcn wl:l'i:qh::-.de;t~r::io_r,a:tE!;s.-;t:he-.,

protection of inventipns: w_ould:-:neve:r:: ,:b~,':,r,eas.onable. I-f:_;the

-; "'protect:ion .of dnventd.ons is:,Cl.eter~.orate,d:,,::;'t,he,,'r:esearqh.and

development would be discouraged and ~';tl:1e.n,; rtbe,",pa.te:q.t ·,sys,t,~m

would cont:ribute'.-;less:<:to,::,the.,''::est·a:blishme:n:t .of', arnew economic

order

NoW-/:turnirig.,:ctothe':.-d:ome-st,ic ":problems., ,i-t i;s:·o:well

under's toad J:thab:'Arneri'c_arts haved.n.te.rescs yin.-,:..-t1J.e:,PY':oblEPll~ 91:

:Japari .: .and-rvkce ver-s a.: 'MaQy,~dom'estic;'p-rqblem$'::ar~:p~Gul4.a.t::

to one country but many of them are of a nat.uce.rcornmon.t.t.o

both the' U'S, "and Japan,

(;One of,'"isuch -common ,prob~l?T(lsci-s::tbe-:protE!ct.:i;OIJ.o't

inventions ., __in .cer-eei.n .-fields. Rapid"technica;L,.in.nqvCitioIl is

resulting iri:.-:,riew",types of-:dnventions-. The quee td.on ca.s
whetiher.Itihe present~:patent';system;':provides.sufif'Lc.Lent; , fair

and . reasonable ps-otiec't.Lon'. for"'.,such',:inventions ,. I have not

-8-



yt2:-t.:heard. -that ... th~:.,prol:>:l.elTI; qf t.he ,..p:t:'();tection of computer

so~;t';>;1ar~hasrE!ac:h?,d,.a".sCl.:ti::;':Eac"t.ory_,s oLut.i.on . The decision

by,:;,th~ lJ.~. supreme C9:t1rt:<:>n;the qhGt~ri3.9arty case rules that

a microorganism can not be excluded from the patentable

subject matter. The Japanese Patent Office has revised its

unpatentable subject matter because of the lack of reproduci­

bility. The situation has been welcome by most of the rele­

vant companies. However, this is not the end of the issues

on the protection of inventions relating to the so-called

genetic engineering but is just the beginning. It is

necessary for us to be prepared to cope with the protection

of new types of inventions.

On the other hand, it is also necessary for us to

reconsider whether the present practices and legislations

still provide fair and appropriate protection of certain

inventions. For example, research and development of

pharmaceuticals takes a long period of time. It is not

seldom that a pharmaceutical obtains an approval for indus­

trialization by the governmental authority more than ten

years after the relevant patent application. Therefore, the

effective excluding period under the present patent system

may not provide a reasonable and sufficient protection to

,the patent owner. In this connection, the patent term

restoration bill in the u.s. is very significant.

-9-



is otlr-resp6nsll:>ili't:}/;t8"seek fair'and'reason~

able protection of 'iri~~nti6hs t.b;EkIiC;ourki~~'inventioh's::ancl

develop Lndusea-Les therkby ll-i h6th: iritJrIii~rtional ilnd'd6me's:tic

cases.
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Oct.cber; 22, 1980

Teit6f 'sp,,~t.li'
by'I; Sakamoto,:

Hqnqr~rY ,~ha~~~~,
Tokyo Congress of PIPAfor

members ladies 'and gentlemen.

As chairman of the Japan Patent Association, I

would like to ~eicome you to this Co~gress. To begin

with, I would like to say 'that' I deem it' a great honor

to be nomi~ated a~ Honorary Chairman of the lith

Inte~national Con'gress of the Pacific Industriai

, Property Association.

Attending the Congress in this hall; we have many

experts on i;'dustd.al prop';rty from both the United

States and Japa;'. The' presence of Mr.' Sidney A.

Diamond, cOmmissi~~er of the United States Patent and

Trademark Office, of Mr'. Justin 1. Bloom, Counselor for

Scientific and Technological Affairs, American Embassy,

and of Mr. Haruk:L Shimada, Director-General of the

Japan Patent Office, gives ~n added grace'and ;ignifi­

cance to the Congress. 1'thank the gentlemen for

their att~ntion and attendance to 'this meeting.

I note and I'am sure all of you do too, that

there is a world-wide recognition for the need for

establishing a new international order regarding the

tra~sfer of technology.



It: waS 'pointed out in the previous Congress of

PIPA that, in order to facilitate the transfer of

technology from develop'Cdcollntries to developing

countries, it is essentiaL for the latter, in the

first place, t(),bef~"dYf()r~iich,,'traT\sfer,for

instance, to legislate for the protection of inventions

and, at,th'Csame,t;ime, t() pr'Cpa,;e the ground to receive

the particular technology.

On the other hand we as transferrer ~f '. t"~h~~f()~y,
shoul~deal with such transfer in earnest and in

f"ir,nesstn meet the, expectations of the transferee.

Inthisconnection,there have been movements of

reviewingtltee~~s~i~~~~e"ty~o:~e~ingpatents and

trademarks. Foremost among them, is the, revision of

1;he P"risConv,eIltion.

I,l1nd.,:rstand there will be another Iliplomatic

ConfereT\c.,iIlSept,.,Jl1ber next year 1;6 deliberate on

the r,evision o,f ,the Paxds Collventior;,., is !"y

sir;erere wish 1;hat, the United States and Japa~,J~~!)

effor1;sf,orsuch revisi'ln .of the Convent.Lon that i~

benef.IcLal. tobot,h dey'Cloped and ,d,'Cvel,oping countries.

There a,;ea!soimportant s,:,bj'Csts?ther than the,

t.echnol.ogy t:raIlsf'Cr ,i.nclud,i.ng new!eg;islation, inter'­

pretati()Il oLla",s, ,p,;"ctices, etc. and understand

tha,ttJ:tes'Csubjests will also be discussed in this

Congress , ,,,nd) sincerely hope th"t tJ:t'C Congress will

attain fruiful results through these descussions.

Before concluding my welcoming address, I wish

you will enjoy your stay in Japan as it is the best

season now.
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JUSTIN L. BLOOM
COUNSELOR FOR SCIENTIFIC AND TECHNOLOGICAL AFFAIRS,
AHERICANEMBASSY

DR. NEWMAN, MR. ONO, LADIES AND GENTLEMEN:

AMBASSADOR .MIKE MANSFIELD IS ON LEAVE IN THE UNITED. STATES AND
I HAVE BEEN ASKED TO REPRESENT HIM AND THE EMBASSY AT THIS
GATHERING. IT IS A MOST PLEASANT TASK FOR MF;TO DO SO-. AS AN

···ENGlNEER·WITH·····SEVERAL·'·PATENTS··OF·MY"OWN·c·:b'HAVE·k··DEEP···RES.PEG'!"·"'··"
.. .. .. ' .. .. .. ,. , .. ' '0' .• '0', ',' _ .. " .. _ .. ,'.. .. ... ·t. ,.. .., .. .. .. .. ........ ....

FOR THE NEED TO PROTECT . INTELLECTUAL PROPERTY. IN ADDITION, .MY
OFFICIAL RESPONSIBILITIES. OFTEN TAKE ME INTO THE REALM OF
PATENTS AND PROPRIETARY INFORMATION. ONE WAY THAT I. KEEP ABREAST
OF THESE MATTERS IS THROUC;HMEMBERSHIP IN THE PATENTS,. LICENSES,
AND TRADEMARKS COMMITTEE ,OF THE AMERICANCHAMBER()F COMMERCE IN
JAPAN. THROUGH THIS VENUE I HAVE MET. A NUMBER OF THE JAPANESE
PARTICIPATNS IN THE PROGRAM TODAY AND TOMORROW.

ONE MIGHT "'ELL AS]{WHY AddvEJ{N!'lENTSCIENTIFIC OFF.ICIAL IS
ENGAGED IN MATTERS CONCERNING INDUSTRIAL PROPERTY. IN MY CASE,
AT LEAST, IT. HAS. NOT BEEN BECAUSE OF INFRINGEMENT CASES OR
OTHER LEGAL.AC'I:IONS,BUT BECAUSE OF. THE ENORMOUS FLOW OF
SCIENTIFIC AND TECHNICAL INFORMATION THAT OCCURS BETWEEN THE
UNITED STATES AND JAPAN.

WE ADMINISTER A DOZEN MAJOR GOVERNMENT~TO-GOVERNMENT'AGREEMENTS
IN THE SCIENCE,ANDTECHNOLOGYFIELD,ANDMOST,OFTHESE. HAVE
PATENT.CLAUSESIN THEM. DUE TO THE SUBSTANTIAL DEFFERENCESIN
PATENT PRACTICE BETWEEN .THE TWO COU!':lTRIEI3--PARTICULARLY HI THE
WAY GOVERNMENT-m,'NED PATENTS ARE HANDLEDuWE HAVE· FOUND THAT
NEGOTIATION OF A PATENT CLAUSE IS.OFTENTHE,MOSTDIFFICULTAND
TIME-CONSUMING OF ALL. I IMAGINE THAT THE SAME CONDITION MAY
OBTAIN IN PRIVATE CONTRACTS AND AGREEMENTS.•

AS WE ALL KNOW, THERE IS GREAT CONCERN TODAY IN THE UNITED
STATES. THAT THE HISTORICAL AMERICAN LEADERSHIP IN .THE
GENERAL FIELD OF SCIENCE AND TECHNOLOGY IS BEINGiDIMINISHED.
AND.IN PARTICULAR THAT WE ARE LOSING OUR INNOVATIVE.CAPACITY.
FINGE.RS· ARE POINTED TO THE RAPIDLY .INCREASING NUMBERS OF
FOREIGN PATENTS THAT ARE BEING FILED IN THE UNITED STATES
AS ONE EXAMPLE OF THIS LOSS OF INNOVATIVE LEADERSHIP, AND
JAPAN OFTEN IS SINGLED OUT AS BEING THE COUNTRY TO WATCH
MOST CLOSELY-.'.I!':lMY OWN .PERSONAL VIEW, WHAT WEARE OBSERVING
IS. NOT SO MUCH A DECLINE IN.AMERICAN CREATIVENESS AS AN
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INCREASE IN THE CREATIVITY OF JAPAN AND A FEW COUNTRIES OF'
WESTERN EUROPE. C()NTRARYTOOpINloNSiSOMETIMES'EXPRESSED'
BOTH HERE IN JAPAN ANDABROAD.IDO NOT BELIEVE THAT THERE
IS SOME INHERENT DEFECT OR ABERRATION IN THE JAPANESE PSYCHE
THAT MAKES THE JAPANESEllORROWERS OR ADApTERS OF FOREIGN "
TECHN9LOGY, RATHER, I THINK THAT JAPAN DURING THE POST-WAR
YEARS TOOKA' HIGHLY PRAGMATIC ATTITUDEiTOWARD SUPPORT,OF
APPLIED VS. llASrcREsEARCH,AND NOW~~WJ:TH ltS'INCREASED
AFFLUENCEAND'ECONOI1IC'STRENGTII~~ISTURNINGMORE OF ITS
INTELLECTUAL AND ECONOMIC" RESOURCES TOWARD INNOVATION INITS<
6~mRIGHT. AS 'AN INTERNATIONALJ:STiJ: LOOK UPON THIS
PHENOMENONi IF IT IS TRUE,As ANiOPPORTUNITY FOR" INCREASING
THE EXCHANGE ()FTECHNICAi INFORl1ATIoN RATIIER THAN ASA tHREAT.

>AFTER ALL,WE: ARETHECLOSEST<OF<POLJ:TJ:cAL ALLIES, ANIJOUR."
TRADERELATIONSHIPS' ARE VITAL T()BOTH COUNTRIES• IT WILL BE
INcuMBENT ON BOTHTHEGOVERNMENTALANO'PRIVA1'E ~Er.TOR~ TO'
DEVISE MEANS FOR EXCHANGING TIlE: BENEFiTS OF INNOVATION' WIIILE
INSURING 'rHAT, THE RI(;fiTS OF.INVE~T9~S ARE PROTECTED, THE LAST
THING THAT WE NEED IS WHAT I MIGHT'CALL AN >'INTELLECTUAL
PROPE;Rl'YSHOCK", '•• INWHICH ()NE, COUNTRY oR?THE()TIIER TRIES "TO"
IMPOSEAR~nRARYCONSTRAINTSONTHE FLOW OF INFORMATION.
RESPECT FOR THE WORLD PATENT SYSTEM AND THE DEVELOPMENT OF
MORE sOPllisTIcATED'AND MuTuAtLY ACCEPTABLE PROCEDURESFORi
HANDLING PROPRIETARY INFORMATION OR KNoW':HOWNOTCOVERED<llY"

,PATENTS SHOULD BE THE OBJECTIVE.

I HAVE BEEN FORTUNATE IN HAVING HAD'THE'OPPORTUNITY
OVER THE PAST SEVERALYEARST() TALI{' TOl1ANY INDustRIALISTS'

, IN B9TH,COuprRIESABOU'fTHIS.ISSUE '•• ', IN,',I1()STINSTANCES, I ,HAVE:
HEARD THEM SAY THAT THE ADVANTAGES OF TECHNOLOGY 'TRANSFER
BETWEENOURTW() iCOUNTRIESHAVE FARiiOU1'WE:IGHEDTIlE: COl1PETITiVE
DISADVANTAGES. I REGRET TO SAY THAT THIS VIEW 'IS NOT
COMMONLY HELD AT THE POLITICAL LEvEL ANDiSOMEEDUCATIONAL
EFFORTS ARE THEREFORE NECESSARY.

IT IS THEREF()RE ENCOURAGING TO OBSERvE THE FUNCTIONING OF THE
PAc:IFICINDUSTRIAt PROPERTyiASSOCIATION •• SINCEITISOBVIOUSLY
DEVOTED TO,REACHING,A'CLEARERUNDERSTANDING OF'THECOl1PLEXITTES
--AND IF Y()UWUL 'PERI1ITME~-THEVAGARIESOF THE PATENT PROCESS
AND ITS "EFFECTS'INOUR RESPECTIVECOUNtRIES,ANDONTHE BROADER
PROCESS OF TECHNOLOGY TRANSFER.

I FIND IT A GREAT PRIVILEGE TO BE 'ABLE"TO JOINYOUTIIISMORNJ:NG
AND TOWELCOI1E:I1YFELLOW Al1ERICANsToJAPAN. I KNOW TIIATYOU
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\-!ILL BE GIVEN TilE EXTRAORDINARY HOSPITALITY FOR.WHICH THE
JAPANESEARJ;: .. .)lISTLY .fA~911S, AND I . .TRUST THAT!HESUBSTANTIVE
ACCOMPLISHMENTS OF THE MEETING WILL MATCH THE LEVEL OF
HOSPITALITY AND FRIENDSHIP. TO OUR JAPANESE COLLEAGUES, I
WISH TO EXPRESS THE DEEP APPRECIATION OF AMBASSADOR MANSFIELD
AND THE EMBASSY STAFF FOR YOUR HARD WORK AND CAREFUL, COMPLETE
ARRANGEMENTSWHICH"AREDESTGNED TO INSURE THE SUCCESS OF THE
ELEVENTH PIPA CONGRESS.
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ADDRESS TO THE 11TH INTERNATIONAL CONGRESS

OF THE PACIFIC INDUSTRIAL PROPERTY ASSOCIATION

Baxuki: 'shimada
Director~G~neral of'~he

- Japa::n.~Pai:ent Office

I am very pleased to have been giv~n this opportunity

to address you at the Opening Ceremony of the 11th

International Congress,oI"the Pacific Industrial Property

Association.

Ten years have already passed since the founding of

your asso~iation in 1970. During this p~~iod it has made

a tremendous and constructive 'contribution to the evolution

of industrial property rights systems, not only in Japan and

the United States, but in the world as a whole.

As you know, the 1980's promise to be an age of deepen­

ing international interdependence in politics, economics,

cul,ture, 'and all other fields. The advancement of mutual

understanding between the countries throughout the world,

as well as the maintenance and strengthening of the coopera­

tive relationships on which understanding is based, have

taken on a greater importance than ever before. This is

especially true of a field as intrinsically international as

industrial property rights systems.

In the past decade we have witnessed a steady progress

toward the internationalization of industrial property rights:

the coming into effect of the Patent Cooperation Treaty, said

to be the most epoch-making event in this field since the

Paris Convention, and the adoption of the Budapest Convention
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ontheiilt'ernation'al< re'ccHJni t.d cri of: depos i.t.Lons concerning

microorganisms:': as, a part of-patent :appTication,procedure's

typify this progress.

TO assure' stable growth o'f"the"world:'econotny': in the

19,80,',5, for,which a'-fu6i?e",rest'rictive'-':~'ituation: wIth;' regard,

to xeeouncas , enerqy;-' andrt.he ehvironment,-'ispredicted:, the

This calls for· even greater' progress ,':'buildingoh:the:'

achievements of1970·,s;, in the' in:ternationalizatiohof the

industrial p.rbper-t.y.: rights~,systetns upon .wn.Lch.vsechnoIoqdceL

developrneht is based.

Thus, it is of great significance that Japanese and

American dfficials<and. experts',ih:the'industrial p:topei-ty

rights, '-w-hoex-ert enormous:,infl't,ient:e,'on',the 'smooth operation

andodeve Lopment; o ft-che world'.sindustrial property rlghts

systems, shoul'!- gathe.r 'to exchange'opinions' on "the problems

conf.rontingthe field,,' and strive:' for c Loaervmutrue.L under;;';'

standing. This Congress also takes on a special significance

through:' the presence',of:the:'Honorab.Ie Sidney A:~' Diamond,

commka s Lcnervofitihe Und tiadr.g t.atiesr Pe.tienti and Trademark'Off,{ce.

I' am certain thatc'positive and' constructive suggestions

will be made,at:this"Congress,::and'I .Look forward to hearing

them.

I should ,now' like to'take:'this 'o1?portuIlity:to,:discuss

some of'the-recent,:develtrpmerits:",in the industrial property

rightsfield':ihcrapan-,>'in the hope thatthis:informati'onwill

prove of some use to you alIa

First of,.:all, I,"should·like:tomention·····Japan,'s response

to various international trends in"theindustrial property

rights systems.
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,Tn;,'recerrt: years, c:Japan has •act.Lve1yJ -re s ponded: .to ·the

incr.ei3.s1ng::,-impetus:toward int,ernationaL: oonverrt.Lonsjand

agreements.

,+n :the,;f;wp-:"years"that:::bay!= pass~e. since its, signing by

J apCin:,\ ·th~,::~atent:CooperatLon- Trea:ty".-,-,< P.GT,) has,'; increasLnq'l.y

made ~:ts::' effec.ts:c:fel:t:~ -,However:,,: thei":nu.rn1?~r':Qf :rC.,!":,,based:

appLfcat.d.ons . reGeiy-e.c'l:;·byc:, tihe, J?--PCin: ,;E?i3.t,ent:;Of'fice,in:,197,9,:·

was 300" ';Whiqhr:'Go:rnP?ir~d,to:.·tpe-.:numbe,r::,o~ appl Lcat.Lons -made

in,',oth.e:r .c::.opntr:i.es:i;::·.sh.ows:J.llfL,that we JapCine.se':<are:.:'n,Ot,.-.- yet

ma}C::i.:~'),f:;ru;f,1J.:I.,.l .use Q:!;::.it ....·_,·i!I'h,i:.;s<,would::seern: to: be.rdue , ." in lar,g,e;

measure, to the time it takes for thosecon.cerned: to:,beqome

accustomed to a completely ~ew system.

I,n-:tlle :Ep1;:ur!=;, ::.Japan Lnt.ende., ::Ln cQppe,rCi.tiorl'::with· other

;s,rg,na,tpry nat.Lons.,'. to,,:r;epop.l)le':.' .its :efforts to::,roake :the.'"

Patep:t;,;G90per.?-tiOl} 7'reCitY,,'?i:.InOre:i.effectiye system'. We hope,

tl;1Cit_"yqp-:, Ci;ls'o~:,:,ilk:,t'1J.ll,:Gognizance of the purpoae.rof this

tre?-:ty,,:.wi1:l. ,s,triYl';:,t9 IJlg.J<:e,::e:Eft=ctiy~ use of this" new:sys:tem.

Af,ter t;;igning :the P'C'JJ:, JapCin,,-,signed"':.dn:,::May oif.-::th;is,:,year,

,the' Buqc;l,pest", conventa.on: f o.r the "international; recognition'",of

deposition of micro-organisms as part of patent application

P:t:'9.9E;!g:tl;r-~$:.' The::·.,p..j,.m.-..-pf,,:' this Convention :::is to.::,:eliminate the

need, ',.:Eor:,)th~ ,9.t:=p<::miti.oIl of':"n:\i.crQ:'Orgarid,sm.. samples ;c,ab;:moreJ. than

one patent office when making application to more than one;';

'country for the patenting of the discovery. It is my firm

convi-<:ti.on:that J".Cipan:',S,:"PCi:t:':ticipa,tion in.'.this:Convention is

in·,.-th?'.; bes t:, il11:er,~.st$ of both: :the;,,:..Jq.panese and,Ameri can

.?-ppli,cCint,s "?i1::.::: the,:hi,ghes:t LeveLs-rof ,·,the'miqrp'?"Q.rga.,nics

industry.

The terrns;qf ·;;t:.he,:B:Udapest;Convention stipulated , that it

wouldcc,take effec:t oI1ly':a:Et~r 'its::,ratification"by five 'nations ,
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and .Lt; is greatly>.to,J,apan' s,:cr~dit :th~tshe:Y1as; fif,th

nation to do vso "t,.hlls:,~nabling"the:, .:copyent;iontp._ come,' into

;'ef;fect last,:Augus.t. ;This 'act,is ,.cpI:lsqnant::~i..,th·J"ap.aIJ.'s

ideals of contributing to international cooperat~q~.·

In,addi.;t:-ion:. tp .:.suPP'or~,iIl,g s.t~'Ch:""tFeqti,e:s",:,a114::,:agr~ements,

,J,apau:". ':as· ",~, .count.xy wi.than"::p,dyanGed;:pa:t,e,u:t.,',,sYf;,tem,i. -has

ing, cquntries,:'iI).' ,:·the rfi,eld, o f- .i:n.dust,rial'prop~.rty"prpt:~Gt:ipn.

We are now receiving trainees from, and:-':s:~nd,ing:::.expe'r,:ts,;,::t.o.t
-,':

China and the member count~ies of the Association of South-

east A~i.ap. )~Ation:~::..:'.{l\SE:~,) ~",I:rapan.:in1:en¢ls.' to.::furth~r: promote

int~rna-t4,0I1al:,.,c::.oopeI:'i:l,tion',·:i.iJ::t:hi.s>, f:i.~.::l,d ""r.~,al::iz;-iI1.9,:,;that ,:~he

impr()V'~~~.nt, :9:E::;:,~p.e'j.:p.c1.qs,tri.:.aipr:()peI:'1:Y< rJght.s .ays terns ~ ;bo1:p, in

~p.ia .and, ,'.tll:e:: :I;,~~'1::, O,ctS:; :th~.,wqrld d.s. _:indispe;nsCib:le; :,t.o,'~6und.,

growth ,of,,:th,~,w9~:J::d'~cono.my'~

I would now, like' ,to .say •.a::few wor-ds..·,abpu1:>JapCin:',s.
::r::.~p,ppnE>et9 t.he :p.I:'9P1;ernE>. octS,,,pai:~l1t· Ln fo.rmat.Lon,

:I;:~:.,i5 .,0PY::l..9uS,tP(i;t .pat~A,t::.Lnt'o.rmatj,,:q,n .Ls, .extxreme.Ly

~S~f:tl;L' a,s.,:up~,:to-:da~.,?,)~.~,di ;?C:~,1.1-:J:.a~?:,::teql1Il,qJ.,.ogiqCild.at,9-,;, To .. ,

g:i_ye"p9-:t~nt ::in,f.(:rI:·:m~.t;i;on: more, y;alue.,:,i·n ;a' wider ra,nge,.:p:l; uses

and at the same time to make it:, :qtl:ic.:k;ty aV,aiJ,;a,:bJ,;e ·,t:Q::,the.,

user, Japan has maintained ,close contact with the United

S,tCi-t~S, and' .qt;per a4YCl:;nce.<t~;n.at:i.o.Ils:and- w:.i,th:,YCi':t;:i.o,us :::ipter'­

pa,:t·,i:on.a:L;: ,prg,?ln;L:2!.Ci:t:;ipns,,,::,,wA:i1e,,': st.r,iying: tp:,:impPQve ~the,

~rgCini~ati.on;o:fit.s. :-q.5'1"1!~E>:t.:iq:,:i'Ilf.9rmation:.sys t,~ms:~

We plan to take further measures in the future with

rega:r::¢l:, to ,:this: :.i.,e;s,ue o,f: ~pateIl:t:; infp:rrn,a:tiol1t .baaed .onrche

:qpns~,F,ucti'y~ E;,~ggestions':'\ol~::,:~eceiy§,:f.:r;-qm, -you. ,:and··o.th~rusers~
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"As' I have:outlinedbiie'fly above', .rapan' ;is:~ea:lirig,

step by step, ,with: 'the"inte'rnaffona.lizatl.bn:O'fits industr:i­

al propertyrlghtssystems'and'alsbwiththe:issue of' pa.tent

Lnf'ormatd.on,'

Inconcl'usidn:i'.I,would l,ike'tO't9uch on,'the revision of

the '-Paris:-Convention as, an' example of ',the problems faced: by

Arnericaand' ,Japan';t'odaY":,',,and.a.,tthe"':same t'imeg,ive a ,new

;:persp'ectiveto:,thesignlficance 0'£ :the 'PacdfLc 'Industrial

Property Associat'ion ..

Asyou:are: very we'll:aware, the -opLnd.on has been

devel,oping:fo'r ,',some time, in';.forurns,'suchas:,the:uni'ted Na'tions

aIid':UNCTAD,that' :the present: 'internati6n':al,';patent :'system,

besed on the Pari's·"Corivel1ti'oTIi_,..'should be ", r?exarriiIledin "con­

nection with. the problem of t.:r:ans'fer:'Of :'techriology::'tO:the

developing countries. In response, diplomatic consultations

concerning the"):evisioIl of:-':the, 'Convention were opened in

February of -this year-, SiIlce: the iriterests .of tihetcountir-Les

involved in this .issue are at variance ,in many respect~ an

atterript:toreconci'l'e :them,: baaed on -amp'Le: deba.t.e '-::\.l"il1 be

necessary. 1I1''deaTing:'with::this:problem',' I believe tha:t::'~it

"is':,vital':for Japan' to -ooopar-ace with';,the:'-UriitedStatesa.hd

the' other 'Group, :-B"countries: •

. The ·revision of' the': Paris' 'Converit:ioh' is:brit Carl exarnp.l.e

of our growing; need to solve: problems::,throtigl).'iriternati'b:na.l

cooperation to meet the changes thathave'taken::pl'ac::e in'the

environment· surrounding systems of industrial property rights.

In:'such'an environment the Paci:f'ic:lridus.t'rial'PiOperty

,Associa'ti'on'has d.nes'tidmab I'e signifiCan;ce"'as"'a for'urn for the

deepening of mutual understanding between Japanese and
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American officials and 'experts in the industrial property

field.

Allow me to ''':'on,c1tide'''by wishing you all success at

this Congress ;,agp.: ;::.:l.n':-:tJ:i~ ;:&ti£Ur;:E;; ao t i.vitie's of your

Association.

Thank you y~fy md6h:
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Opening Remarks by
the Honorable Sidney Ae Diamond

Commissioner of Patents and Trademarks
.United States: ,of:"l\mer-;ica,

.. before· the
11 th .-'Annua'1:'·'C6rtgr'es's

of the .Y....
Pacific Industrial Property Association

Tokyo, Japan
October .2,2.", 198,0

It is an honor and a pleasure for me to be here in Tok~o and to

participate in this 11th Annual Congress of the Pacific Industrial

Property Associattone I am delighted to have the opportunity of

visiting the beautiful city of Tokyo once again and be.Lnq the

recipient of the warm and frienply Japanese hospitality~ For me,

the PIPA meeting is an opportunity to renew old friendships and

begin some new onese And it is friendships, or more accurately

al:-li'ances, that I want to discuss with you today. I will discuss

alliances in th~ context of the recent Diplom.atic Conference for the

revision of the .Paris Conventione

~ost of you have been hearing about efforts to revise the Stockholm

·text of the Paris Convention since 1975. In 1978, former Commis-

sioner Banner addressed this group in Nagoya and spoke in great

detail of. the issues expected to arise at the Diplomatic Conference~

Lutrelle Parker,-my Deputy Commissioner, addressed PIPA in 1979, in

Philadelphiae He also spoke of the Paris Convention revision. In
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hi 5 t~lk"c:omm.l"ssi one,r., P~Fk.~x:::,a9dr;,;c=:sse:c1-t;h_e ,:sllbs,~anti v~;,lf:>.su,e:s of,

the revi:sioncoJlK~r,e,J1ce --';i.f:>.sH~S,StlCll ,a~ ,,1 nyento:r,',.s, .c:~rt:L:fi~ates.,.

9e()9 r aphLc, i rid ~c:~tl,Clri,.s,:, Cl.~"sc:)\~ !'9l?! "arid:, ~~c:Tti:f;"ry~ ~6ri~,vo];~gtary":

lic~n.sJn,9~

TheDi plomatic Confe re:n,c::e, was .he'Ld In Febrtiaryand, March of, 1980 J,n'
',--, ,',' ,," --,.', "'.". ,,".'''', .. ".. :.' ..." ', ... " ....., ;..... :...... ,',''','', "."" .

ked to have had the honor. of

talking to you today about the results of theConferenc~; ,about th~"

prospects for. a s t r onqer L~terryat~o~3.1 tfl,d?:stri~,~ prop,er.,t:Y s~(~.te~r"

and about renewed commitments and greater cooperation among ~h~

members of the Paris Convention. Unfortunately, that must wait for

another day. The delegates came a~~yfrom Geneva havt~9 ~nly had

the briefest of discussions on the substantive issues of the

revision Conference. The only "re suj.t.s v , if you can call them' that,

were an alleged adoption of Rules of Procedure without. consensus---

Rules which my government, due to the lack of consensus, regard as

not h~'v'{ng: b;een adopted.

Thi'~'-::'f'ti'~'t ses'sion of °th~"C~nf~rence is an object lesson in the new
, -~

international politics of intellectual -propertylaw~ Although the

first session may appear to be a kind of humorous -non-event", it

," h~~·'v~iy ~'~:iL6ti~<i.mpi'i c~'t~X ori~'': f6f the 'f{~'ld:o:'f tnt.~i'iecgual'· property

lawI ":'and' pcir~tcliia:r l'y' Wi:t:i-(' rJ~~Fa::f'6 -.' th~~ ·flitui"~' eLE' 'the:Pa'rt':~'

Conventi '0n,

-'Si-rlce:,·:the "Wbr'ld 1~teli~ctU~t prap'ei::f'Y<6i9~arit':za:'~iott":(wIPdi<' j:bin:~d 't'h~

UnL't'ed" Nati one in iJeceiIib~r':19'74, "the -u, N. "grbUp:'sy'siem"ha:g: b~'·~n i n -
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use in WIPO. Thus, the members of WIPO are now placed in either

Group S' Grbup D,orthe 'so-called'Group of 77. I sa.y 'so~called

Group' of :77' 'because' :thii't: croup now 'numbed;" lrt'::e:xc'E;:l;{s::'6f' '12'0

countrt'e's'arid fs"'sO i~r::g'e' "til'a't'; 1'£ 'ha~:',:,'th're~'" s{lHgi::dtips"; the' Asian

subgroup, the African subgroup, and the Latin-American subgroup.

One of the characteristics of the group system is that each group

desY~nkl:t~:~ a" spokesman, 'The ')groupg:'''caucus separ'a:t~iy and then send

ihk'i, r': :s:p1:;"ke:s~:~~:t'o: meet: in a so~ca iie~:\:on't:.~c't group, or spokesmen I s

meeting. That is where the real business of the meeting frequently

takes place.

Thus, the U.N. system creates alliances on what it perceives to be

logical associations to further the common interests' of its

members. In a sense these groups are artl ficial. . There are no firm

criteria which assign a country to one or another Group. The

interests of all the WIPO member countries are similar; peace

prosperity, and economic and social progress. At the Paris Revision

Conference, however, there was considera~le disagr~ernent?~tw.e~n

Groups and also wi~hin G~o~~s.

The first business of. the C:o,~fe:r,E3'nC:~<,w~~/,fo.rth:~. sP8~.e~,en ,.t:"try,.!to

agree who wct~$.oin9'. to be the,Presis1Slpt and who W.a;SgoiJ1-g to, be,the

chairman of each of the Committees. The presidency was conc:eqedto

the Group of 77, largely because it was they who in 1974 initiated

the r evl st on of..the. :paris.Col,1venttqn. H()wev~r,,:.. ,tbe thJ::~~ .s,ubgx()\Jps

were



have the honor: cif:;the Pre~i'dency;'of the' Conference ; That::i.s'why:'ft

took nearly'four-,days for ,·;the'.Gf.-ol1:p of'?7 candidate t6;emerge';. He

turned Qut::to'be Ambassador- 'Seine of- . Sertegal~

Most',',of the time:of, the conferertce}\iias takeriup wi-th wrangli-ng:>over

.che RuLe arrof.' pr.ccedu r e ; - speci'fi'cally:,the':vo:teneeded for:;,the"a.dop~

Ei on of t.hev r ev l aedvt.ex t, 'rne rr eason ct.ht.s : became a problem' l s that

hi'storically:the';;ParisCotivention'::always'has be'en' amerided by

unanimity, crtconseneus as'some<prefer ,to call-<it: .Ln 'rithe't words ..

without objection. This principle;,i-'s·.'iiot:'wrLtten downin,'tl'le<-Con':"

vention, it comes ftom history. Unanimity always has been accepted

by-:: aj.L'member coun t r ies , 'In. fact,' <the <principle:,has:.·been' accept'ed

so: cqmpletely that:'some, texts <on.d'rreerneei.oneLv.Lew.' sta,te', the

r e qud, r ementi-ofi.curian.lmt'tiy sor. amending ,',the'Pari.s Convention,' has'

become; airu La-of <cus t.oma ry interna t i.one LiLawc

The:.Group of?? arri vedcrn.xaeneve prepared to'flght for'-' what> they

regard as the,oappr:opriate ,'new';standard for adopting', interna'tiohal

treaties,J ",hi chds a'two;,;.thirds maj art ty';': Group: D, e s.. it f,rfiquentTy

does, agreed wi th the Group','of'77 ~ Group B- starb=,dftom the

historical position that unanimity was required.

There'are verysighificant:reasons for the':Group, B· pos-i t.i on , in,;,;.

cludingthe. fact--,that: all:' s i xiprevr ous revi st.ons of the-Paris'
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~onyent~ on: have been .on ';the basi 5 ::,of:,unani-rni,ty;; But more;"'impor-

t ant.Ly. t:t1~, par l e unton .Lsvno t . a,.,grpllP":t.ha1;':Ineets<:and,,,:adop~s. by::some

majority or other a resolutLQJ}::contP+aJ:-nLng;';aQout;',or:,:praising some

act which it is powerless to control. The Paris Union deals with

important substanti ve rights t;;hat; are ':of.'9rea~:,:conurie-r,ci-al'value:•.

Unless the countries involved are going to agree on how they are

90~ng:::to. handLe.ct.heee xi:gnts, r:atl1er',:tbaIl:just',:be outrvot.ad, there,':'

wL::l::L:no:t~;be, a': viable ConventLon. The "smaller .rt.he fraction', that can

e f.fe c.t; a change ,the larC]p.n,th~_,'minor1. \':";y g.et.s '.,.=:nd t h e. grRn r.?r thf"

nwnber 0:£ .oy.,tY'Q~~d;':Cl.nd. di,s,appqinted,c:olllltr:i:es""th:ere are. And .of

cour fS.et tl),e,:;prcb Lem,wi tih ::oqtvQt:,eq·coUIl;trie,s ls . that they simply:; wLll

not.·:.::pal:'!~Jc,i pa:t~;:j.n:,,:: t:he,Conve:nt1. on ..

T:l1e:-oI11y.: s;ubstantial.argume~t"that::has ever been-made against,; the':

unanl mlt.y.. r ul.e, .: a t,c., leas t ,'.,i,n,::m-y :,opini:on ,.iis that::one': coqntry": whether

out o:E,;::i gn.orance.:or· vi'n.dictiveness,/,or'"some othernonsubstantive

r e ason , could block t.hev-pr oq r.e s s vofi rt.hia W'hole,:,lar.ge;>organiza:tion.:~

Gr-p.up::6:,:s_t~rteCi wl t.h unani-mity"as its.posl-tion', :but many membe.rs:

i nd ica t ed.. :they:were: ready to make concessions to p:;acate.'; the dev:e-l~

opjnq coun t r i e s., ,~he United' aeeeea-ennounced in Group:B" "that., we

would never'::rnove,past unantmt.t.y mt nu srtwo..

As a result of procedural rnaneuverings far more detailed than I have

time', to,discu,ss: tl1i'~~:morn~ng,the:Conference.adopteCl a': nu Le: which

provid~.s.:::t:ba.t.'_a £irs,1;:.:,.a.tternpt ;:should::;be .made to reach- ccneensus, If

consensus is not reached, a two-thirds majority would control unless



more than' twelve states vo t ed' a,gal:nst',.,'A p'r6¢edure' cali~d'-' a

"caaoadevvo t e" w211:f':also "adopfed', This provides that,:'if the

required majority is not reached on the first ballot.'; there' Us a

forty-eight hour cooling-off period and then a second ballot is

there is) anottler""fdrf.Y-ei:'ght 'li'di.iE:,'cc:>oli rtgLoff: p~r ida ,', iiitcf:iithtrd

vote then------i s taken '::Sy'::seci'et 'iii'aliot '~:

The' Uni ted S t at.es "c1id ,'not' support this "vo ttnq rulE{. r ndeed , '\'!e

opposed:',tt'.' We :cilsO':'Tris'Fsted; "to- ti6:avai.:'l'/ Ehcit' if t.ht:{'c6fif~&~b6e

wished': to-- abandon ::tinaniTrifty':'as ~ :'r~:qufrement '--:f6r ame'fidi rtq th~

conventnon, it needed unanimi ty to abarid6ri:t:H~t::.'r'tiI:E{;

Conclusion:"

I: sta'rte-a:6ut this pfeserifcit{'O'n"::b'y ·s:ayi.'ng 'r w~i's 'gdfng' tb::fciik'cibriJt

alliances:.' NO'W/ ':1' have ju'st '<f.'etCf you th'at"t.h:e":'Url:Cte:'d'" St~:tes ~~.~ a

voice :c'ryiiig in the::"wL Lder ne'ssiorr t.he ~\irlaiffrhify"'qliesttdri'whtCh

incapacitated the P'aiTs'C8nv'enffori "revisi'on ddri.f'~re'n:de. while i't' is

t r ueEhat; thl:s:i's' rio'-f"tlie :stXlff:b:£ which: an atlfa'r{dE{~l's' Itiade, ;:'i t"

undarscoras :-the':hee;a for atl':' (al1i anoe ,

There'"wi'lI be '>atsC'ti's'sfdris' ':O'ri' t.he' suhsta.intt'V:'e :-i'ss;~'e's' cil't the: Second

Sessi on<of the ;-Oi plomatl'c c6'nte:'r'e:nce- 'sche'dul'E!d ::'f6£;':Nafi6bt next

feUl.' -- UrifOrttiri'cltely ~."'" t'he'ie:"wil:1'be:'a iing~r:fnti:qJ'<4;~;t:idIi: f'~gbfdiri~

the','1'egalt:ty of 'any "'p'iovistbri adopt-ed by;:'t'he~:'m:aj'o:r-i:ty"ofth~ "new"'"

. vdti.,Jig:ruTe. HO:wever ;---::if::'.':the: Group B c'o,ih'trle:s ca'r{r~"a:ch ct·

conseriauasand-vst.and :to~fethe:;r 'crrEhe dfff{cuit'i s"su~stht:;;"tie\., text
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may u Lt l mat.eLy bE! ;aqoJ?,te,9PY cOI1~en~~s~., And:mY,friends, I",canthLnk

of no bet t.e r par~n~rs :~ope9iT! to b':l~}4 a,~onl?~nsgE;;,.thaJ:lJapa~:and

the United States.

The members of~rol1P ~,,::~nCl,e~p~ciallY:JClPClI1 and 1;he:.:;ul1J ted. Stat.es"

share a common he r l t:i:lge,.,and .re spons ibt .li;~y, iIl:promot~n9' the pro,";';

tectlon of intellectual pr oper t y iandtfhereby p.t:pmq.tj:llgthe

development and transfer of technology throughout the world.

Lndeed 7 the de Leqe t i on s of "Japan andth~United:Stat~s: a r e.ianoho r Lnq

a, s t and py,:fp4~ Gr:oqp:,B, countries again;s,t.:a:;pl:'0pq~CiL;toe:K~end .eo.

geograph], c?l ,i,f1d~,9at ions :,a."f;Y~!:~l11 of protec:t;~(:1l1::Whi:c::I;1:J'~04lg,be: a,t.

odds with our C9~Qnc~~~itCl~~~

In 1979, Japanese and U.S. residents filed almost lOO,OOO"patent'

?1pp:lj, ce t:i;qn~:ollt,f3i.4e5'f,~heLr:,,;q,'1n:co\lI!,1;r~~:~!;j. ~E!'si.d:e:nts-' from,,: Canada ,

F~al}ce: I, tJ:J~._,:fe<1,e,r;af.Re.publ~S=:":·o{:GerrnO:T!Y:::?nd the "Ul'lit~d' Ri nqdcm. filed

almosi;_J~(),"OQ.q;appli.pat:,~QJ1s; around th,e,w,q,r,ld;.c It ,,1'5 Ln our ,joint

interests and .tile, ",Lr~t<e,r,e~t~"o,~ ..-,all:,:.~(;r911P B countr:ie~.'t9';erJ:sure:,that

the Paris ·,S.oryvenJ,i"ot1;, ,q9nt,inue,to- prcvi.de astrqQ9 founqation-:,for -the

industrial property laws a r ound ,the;:\o{q~>,ld.:,,: If the,Conventi-on ,;is;

amended to permit countries to adopt compulsory nonvoluntary

li9t=:I);3_~~ and t.o re,quir:,e.prot,eption f9Fj a~pe-:~,~.at,iO,rts: ;O,f,ori'gin, the

con t.Lnued cdeveLopraent; o f O!:lr:):echnolpglc(;llb,as~ as, wel,l::,as our:

illterl1atiqnaltr.a,ding pa,tte.rllswi:l-,lJ:>,e __aff,ep.~ed .a:d:V,ers,ely,;, And that

is one t,h,i.,ng,~e m,us~ no t let. happen. Tpus:I,.:r,apan, the. U";S~,,,a,nda11

countries in,t:,ere$,ted ,in,teqhnplogic::a,~ pr'eJ,gr.e.ss. .and free ~rade,must

j oin form an. all i ance. '.~ .,to,pr:E;'s,erve"the ,e,ss,ential
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characteristics 'of our __ indus~r.te:tl, pr-oper-by ayseem, Of".ppurse, we

must do this without overlooking the needs of developing' countries.

The next session of:the{ DTpIc:irhafic"conference "to revise the Paris

Convention

of PIPA next yeafitwill bE! possible to report· that the countries

of the world are un'itedintheir'support '0£:21 'str6n'g- 'industrial

property system and "have reaffirmed the fundamental principl~s"9.£

the Paris Convention.

It is particularly fitting that I address alliances and cooperatign

before th~s group. The Pacific. Industrial Property Association

represents a model ofthe;hands~across~the~searelationship which

we in our respective governrnentswould"do well to' emul.ate.. Difficult

issues arise between you which do not admit. of; easy. answers. However,.

you "continue to show .great, wisdom and patience as you :chart"'suc'cessful

solutions to,these issues. Perhaps the'bestaemonstration ,Of ,your

foresight has been the alliance you formed with the cr-e'ation,of:the';

Pacific Industrial Property Association. It is with your examp~e

in mind th~tf'plec1ge'iny'self" arid my 'govermrierit':'to, ach:i~vi.ng the sarne

close and mutually respectful rela~ionship,with~.gh~ad~and his

government that, the Japanese and American:contillgents >of 'PIPA have

achieved with each other.
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ADDRESS TO THE 11TH INTERNATIONAL CONGRESS OF THE

~ACI~IC I~b6.s:I'RII;I, PROPERTY ASSOCIATION

Kenichi Matsuie
Engineer-General of the
JaP?~<?~~~At 9tf.iGe

It·, ,is: an ext r-emeLy-cqr-ea't; pl'eas'tire' fcir 'me'to"ha:ve'~:b~en

given; ,~h~:s::: opportl1llity:tO'::~dCl:r~SS.,:th~<p.articipCll1t:s'during

this three day 11th Inte"inational Congre~s of.. t1?:~ PqGi,J,is

Industrial Property Association.

The exchange of opinions that has taken place and the

.posLtLve and cons.tructive auqqeet.Lona that h;avla"bE?enTI).aqe

,dti'rihg:tiiL~:' c~rigres~"h~ve left a deep impression on me. I

am firmly> convanced"that: thei5~ prbpos'als'will" "iead' <to:deepei'

mut:ual,,:::un,4~:c~:t7ClIl:9J~9.between .:J a peneee.cand: und-ced Sta'tes

()~~7~7a?s, ~~;~~"7s'.,~nClbus~,fleF~~~J:l :+t:l"Y?t,ye.8 In+:J;ClH~:tF~p.l
p~6per~y rights ~ffairs, and f~rth~r~~~e' ~hat the; will

s t.nenqt.henvtihe ':coOperative "tkl ation'ship~'; th'at'exikt~:'bkt~~eh

.cur .',twocqul1trie~,. It "is,::my ;"hop~, that: your ' assocLac i.on wd 1'1

continue to make a great contribution to th~ smoothoperatipR
::,::.:.,"::' .'--''' ,','",.:.: ,:': :',''':'':__--:.:':,::',<::',:_'.,-.::--., ::"::.--.'" .",,': ":' --; ,", "",;",."'._,',,, ,;""":,',,:c,:::,, "J"" .:;,', ',:,,'

and the future development of the world's industrial property

rights:'sys'terns~

At th,i~ ,.p~.i~t: I.,;-'0':lld ~ik.e_tq..s,?:¥,a f~W":wor.~l:?,, fort.p-,e

benefit of· 't'he'-AIner£can ~eley~~es ir~ ~a~~i:~.~~~~" con<::~rning
some', o-f- ',the,tasks -f,aced by examiners of patent or utility

modeLs applica.-ti:9nS,,:filed"wi,th :the.:':Japan ,Patent>,Office'~ .

As you no doubt know, there are as many as 360,000

Japanese patent or utility model applications every year.

Moreover, as we enter the 1980's, the necessity for creative
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and indepenqe~t t~chn~logica~.deye~oprnent,isbeinglo~dly

proclaimed"b~~hi:q"",p~iy~tein?ystry, end government c Lrc.Le s

in Japan. In 'response.. t9, ~his" t.he ~}{,,3Jll:i.natipn,pepar;trnent,s,

of the 'J~p~m' Pat:~J;1i: ()~f:i.c~',,,~F~ ~xp~ndJng,'and reo:rg~Il,i.2:.i;J:l,g

their examination. eyseem tq h and.Le the. growing, number: and

technqiO:<Jical aoph.L s i:icat ~,o~,.f-lpd -. :C::0TIll?le?C:i.,i:x,:q:E

ing to fulfill its three ,rnaj,():r tasks: I), the coordination

of it's' activities with,,1:.~e,.PCi"t:ent sY§i,t~m~ o f, other: nat.Lons

2) the expediting and improvement of the, examinationpro9-e=ss-"

and 3) the perfection 'of "its management of pat~~~' i~form~tion..

I wouLd like. now" to qU~l,ine some ,of,. the concrete

m~s:s\l;res'" be iI1:g::taJ<en: _in,_tl1is,:Cl.ir,~,<::",?:ipn.

The.introduqtionof 'In:tE,!rnationalPat,ent Classification

(IPC) was the first of these. I~ Oct.obez.. 1978""tl1e, materials

used in the Ex~ination Departments were reorganized along

IPC1ines. Th~n:t.~n,O:apllcp:y:pf th:i,s :Yei3-r,,,',;t.he,'classification

system used in theOfficialGaz~tteW,a,s·"s:w:itched.;fromthe

former". gapan:P:CL:tent Classi£ica.tion. t;.,o, IP:G, t.huaccompLe t.Lnq:

the changeoyer ,to a uniform, use :0£ theIPG system.

Since, the volume, of .pat.ent; applications"in,',this,:count:ry

is enormous in comparis.9I1,tO·th:ato£'other·;:,c'o'untri'es, ehe

task. of processing these is pf correspondil?-glTgrea,t

importance.

()fcourse=.,tl1e$t:.prage end.o-enr-d.evaj, sy.stem "for' patent

Ln I'o.rntar Lon , ,re1c:iting, to the , hundreds' of thousands of: :ap'p'li~

cations made yeaz Ly , ::dir,ectlyaffects.the e f.f i.ci enoy with

which tihesei.appLd qat.Lona can, be' examined and 'in ttirn the~

speed aIl9.:ac:curaGy"with,which, the.' patent rights dan be: -qr-antied ..
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With this in ,~~nd",~h~~':,JaP:~~:'~a~~~t:'6:Efi#~'~f 7~J:fvi~i to

est;abl:L's'h ntb~e~:f_fiCien-t__ sto_~a'ge f,~~ :~t~ie~al_systems ~¥
mak{ng:iulL use' of computers. The microfilming of patent

information: bY'ollr'6ffice is an (§xampie' of such a processing

syst~rii';:' at:';'pre'sen.{, bf:EiB.i~l::;fi:Pbft~-:: f~()m:;\n.ijoi countries

are ;~:fci6fi:iine;_~'::~n~.It1ad~-:'i~~t~Il~lY-,~~\~l~~:~e: .: fo' examiners
via' print~oU:ts-~ (-'A'lser' abstracts, in Japanese, o{"the"rriore

impoitant"'{Jnit:'ed Sbite~ Pat~nt:'speibif':ib'at'i:6nsaredra.wri up
and- 'distributed-' to 'the feiev~Ilt 'departrJetits"'fdr the"i~fei~riGe

of'oure'examiilers ..

Steady progress is alsoheing made in computerized data

pz-oce s s Lnq , It:is ..riowpos~~ble't6:i'ink:' 'te'rmiri:als: 6h-iihe: to

the central computers to~obtain i.·nfor~ation:dri··th;e''prOCes~rh~"

status of patent. applications, to research patent families,

anSl'to<keY'IPC~ In additiont6 this', other 'forms of data

.reti.rdevaLoe.re -:being :¢l.eveloped~-

There was~at~mewhehthe:examiricition.periodexceeded

five years but,thede,ferred .exarrunetifcrivsyst.em , Ln e'ffec::t

sincel9 71" .:-combined 'with ·:the adminIstrat:Lve "mea's ur-ea vmen-'

tioned above .haa -meant: that this period has been ehoz'Eened

recently to about two and a half years. We intend to take

steps -:to dmpz-ovei bot.hvtihe quantihatiVeand:'quaTitative

processing .o f 'applications so as <to ---,fu.rther::perfe'ct our

examining procedures.

On the other hand, it has been a matter of regret that

in t.he.rcwo, years: that, have elapsed since the Paterit Coopera­

tion"Tr€!?lty.; (PCT)"wentinto,effect,"we have riot had the

volume of internationa:l patent applications that 'we had

hoped f.or-. H:9wev€!r,' it is anticipate~ that thenumbei' :6f

appJ."ica,tions,for,;t.his year wilL exceed last year's figures
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If, however, the patent system is to develop and tO,be

of use to coming generations, it is absolutely vital that the

countries of the world, despite their different economic and

As Dil:"ector-G,eneral S~i,~adamentioned,.itis.-eyiden"t:." from

comparison to the total number of applicati~n~"Il1ade ~n otl1.e,~

countries~,~hat w~..:a:~ n~t:ret ta]<:i~9 fUll,~,~vimt~ge,Of this'

treaty. H()WeVer~,it~sourhope tha't:",eac:h one Of you will

strive to mak.~,.eff~:ct~veuse;__~f: ~l1:e,' ~~TSyst~m,based on

thorough under~tand~ng 'of itsobJectiyes. As the peT system
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examinations,' the JCip-an:f>atel1t:. Office has

a computerized time:~anai~~~~t,syst~m~ and~has~tso

drawn ::1.l1?,Cl, hCi'~d1J~~~.,tO·;.~,hE?, PCT ,:t~, Cissist their. employees' in

applying 'the .:I?CT I',ro~edur~'~,,;,corr~c~,~re II1::,.ad~ition.t~e=
various guidelines issued by the int~rnational offi~e ,h;~e

been translated into~~~ane~e and have been distributed to'

tho:~ee~~loyees ne~ding..them~ In thisl;VCl;Y" weare doi~~;,.\f~~t
we can to assure the smooth execution of peT related duties e,

As di.scussedpreviou~ly at t.hi.s conference, last y.~ar.I::;.

figures for th~ number.of patent applicatiol1s made in con­

nection with the invention of .m~-m~d:~,:m,icro-o~ganisIl1.sshow_

us that, of a total of 140 applications, about 12% were filed

by non-Japanese, but with the .coming into effect of the,'

Budapest'Convention, we can well.expect this number togrowe

Other measures that we are taking to spread information

about and to promote the, ut.Ll.Lz a t.Lon of Japanese Patents':" at

the international1eve:l,:il'lc;::l,ude"the publishing in Engl~.sh of,

abstracts of the. Japanese Published Unexamined Patent
. '

Applications, which are then sent, free of charge, not only

'to peT bodies responsible for international search, but also

to the developing nations.



social bac~,rr()~nds, ~each a, CO~sG~<?usness of wh~;~ t~_~~, have

in common ~_" :_-"and,tha-tt.~~~,;:~o()per~~;~;~~if~: eac~ other on the

bas:ls O'f 0,~~~;c;~,~r~s_t:,,_~~d,·~:Ilder~ta~:d:~ny., ~_~~'-impoifcinGe':;6f
s~\:io,ing ":i's,'br~u'ght out with specd':l,~ 'c:1ari,ty by ;;co~r~~i~n~:'i

Di cun0ri'd ;'~ :':::~umrn~%:.:O'#t~~i couf~:~ "0i ;'deb;ate'on the'Paris

Convention 'pjesented at the opening :of this Congress.

-Gbien <th;{~'-'b:~cikg'ro1.iil:d,:'":i:f;-:-:t:~ extrremeLy signi'fic'ant that

the "\Jriited St'~te::~:':aJ~:~.:':J:~:~~~:,::,,':,:;b':~~Ii':"6':~ .:,~~'~~::-h::~:~~'- :::~art'~,cici'~8~.f_Y
~,e't~~~Y':":~~_~~on:J~b :il~;1:i~~ ':Vi~:-a:,Y:~"s' ;':t~e'::~o-~:i~,_p,~t:~n't" 7:Y; t~~;'
"~'ie d~,~'c:us-:~_ing_~Ild in;es't~<J~,~iD:~! pateJ~t,-',p:~bl~ms t,oge-~he'r in

an eff~r:t \.0 arrive at co~on,~,nd7'r~t'~~ding·. ~his- has

significance 'not just for our'twoco~ntries but also for

the world 'as a whole, and the' trulyirnmense role'that your

::~~'~'~c,iat~o~,.::P,~,Cly_~:"ip:;':::t::~':~:~__ ,pr~c_~,~~: L:~:~nri~'t -:~~ uri;d:~;;~:~tT~'a t~:d ~
It,is'ffiy ~irm'belief.that'the presence of commissioner

~iGl:~O~d;~:~__:th~,:~: :~_ongre_~_5, d~s~,~t~"his ;he~~,s:c~~dul,~, ~~d

the '~~:oi~ou,~,::~is~,:a~~:~s,-~n,v~l~~'~>,ha~t",:c~:~-tfibut,eF ~r~a~,~~_ to

m~,~_~-~i:_:~~~er'~,t,,~~~~~gb~,t~~~-~:.~a~an:,,~~:d. ~he un~t:~~,:_,~tat],S,,'
and I would': i-i'ke to 'exp'~e-:Ss my, dee~ly ~;fel t' gra'titude {o' h:il~~

i ;:~aJ:ld:'~:lSO :::':~ike:':~_~:,'::th~ri:k "~1'1, :6:f; .._tho,S,~. ~.,. :~()~h,:'::,jaR,~.~~~ e·;
and :Ame~ic~~, -~hose'extrabrdi~a~yeff~;ts in" th~ ~iannini

and~,~~,~:~~;Za~:~,~'~:.. ~~, fli:i~,~:5~;o~-~·i:~ss _ha:r~b'~ou~h,t :"ft' j't§:::,:~ ,
~;tic~es'~f~-~ c~~cliisi'6_D:.; ,'Fin~ll'y:"'al+o~" meta end -i-nyrema~:k'~;"

by" wIs'liiricf Y6u~-'''i~,sc;'c::Lat'io,:rr''coiJ.t:ln_?e'd' groJth: and success".
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r immediately under-loThich,ls, -expelctedlO:be' enforce:cl in -th~;' nea~'fllt;1.ire'~

among foreign countries. I think this fact is owing to him, beCause

have ;-beeriatt.r'&ct'ed "by 'hfs p'ersori'~I1.t§;":_~d-::iAib~:~qU:dri'tii";:tiiike:d"';'~b'out' t.he

Urilt'ed.-St~te's' and, kri.'ew"'Ui'e trn:it;:~d- Stat~s:~'-:

Mr. Shiprnill1'whciri'llotrec:f:'s6: mli.Ch'doe~ ridt'eiY'st any 'm6re'~ . He suddenly

vanished frbiii:6ur "'sight 'v1ith"hfs;"hefo~J;e(frlr€/':bft-'6n'~ day~ \.illdt.' 'h'~ppe~'~d

on earth? }]hat can I believe? It:', :is'i'~~'id;th~t' a:;.f~6;t:_:-is 'Bl.ways c6id~

Whi idid--'G'6d: adClthe 'adJ'ecti\r~:';shoekirig ,::'t(j"th'i~ ;:661d ;f~~'t1

The first time I met with Mr. Shipman was in the spring ~f 1969.

remember'that:-:Ml>~:-Onn: :~t'f{'J:Bi-r 'iapki~ 'i1i2.~:'Kaii:~6~t~rt:th:' ciE~ and" }rr.

with Xerox at that time were with us. These men in the United 'St,~t'es

proposed' us: to''e'stablish'&hinterriktihj.f~,:,gfg~h1.zitio~'6;6~'~;ist.:i~g-~}~~~bers

of-:industrial w9rld irithe :trnit~d'Stiitei:{'and"Japan'-'iri.-'orcler'to make an

opportuUi~yfor-,the: 'ihdustrfai';i-iort~{ di ~bth' c-o~rit;ies:'t6;';kp~ak-'~b~ut

anbernatdonel- 'p~oblems which''!'ei-centiy-' odcU't'·,:ofteri~e~p'~:ci'aiJ.Y' -a.b~ut"PCT

stood itsnecess±ty: ahd' remember" f sa.id th~t; 'llIfweestB:bi1.Sh such kind

of: 'organizati'oI1,'why"do'tf' t :We- make' :i.t;'~':pikceJ.ih~;;~'-"Wide' range of bilateral

problems can-be 'discussed' ·k1Ci UIlderstood·· dedpiy~'riot re$tri:6tecl"only· to

;,Cl1~rishi,I1~ /t~e memory _,?f _thE! late Nr. -Jd111. ,Shipman

Shozo Saotome;

I;'us~:a<'t6'-s'~e:'hiri{:ii~-J~fj:b'v~'i!iY~;f':ln ;:'~dd1.t'i6~'t~ ~f:-'~t~:i '-:b~dfe~'ence.

Horeovai-; it-'~ms; ::n6t ':;elaii'6tiship':'6ri:"'~' ~~;~;'\'~siri'e'ss.

exchange ',of'-'compiet;ely pfi,y~i€:"ifud'-h~-aitwariitirig:' i~ie~dship. For me, .bhe

United 'States1S'a':c6iili·ery;:wh&b~"f:Yl~~:~ th~ nid'st":numerous cl.o;se·'}r:i.e~cis

,ilion I received a '~e1ephene call from'Mr. One of IEM Japan in last June

to the' effect that Hr~"&':l1r's.'-John :'Shipriiari:' l1'a:~rp~s~~d"~way; :on:'tbefr way"ba~k



discussion' regarding ,,',peT? From my experience, 'Ilea.rn:ed:'that when Amer-icans

and Japanese 'talk eecbother-, nrl.sunder-sbanddng often occurs even if both

sides talked as honestly,.asposs~bJe." 'beca\1~,e.o.f;t.,l1e :igno~anc~,()f eftuetdons ,

backgrounds, 8l1d~he rrB:Y,o,.:f,tpin,kingCl:!,the o,ther',~part. I .wou'ld like to

make this organi.~ation,apr:idge ,~e,tweery,two, count.rdes "in ,o:rder.,:to miI)im:i2i€:

such kind of, mi:sunlierstanding, and, deepen t;tle".un9:er.::3tapti,ing furthermore

through patent probl.ems ;" Mr.~1,Iip1118l1 ~~,'Wel'edt?at,:,'I,This, is~~hat we

wish, too. 1-Ie agree with YOll perfec,tly l'1ith,ple~sure.-" In this, way, ,this

association was es.tablished under, the. c91l1plete,lY"coipciliept.,effect,f!,()m.the

very beginning.,
~;is .subeequenf .actdvd.tdee are known well. H~_ tqokan,a.ctive:-part.,:as

the 1st representative of American group in. tpe:first,ye;ar,;, and ~s.::'pre5i4ent.

'of iuner.ic~~rouP..in the second ye~. Aft,ern th,at""he par~~p.iptited :inall

the annual, meetings ancicon-tributed to the. .msdntenence anddev,elopment of

the associ"tion bsthdirectlY aIld,in!iil'ectl".:

I have endless reminiscence about h?m. His tender, werm. and. unconsbr-adned

face had large.~llea!tE!ci?~ss, which: e1)lbr~.ce.s,:and",p..:mnonizes eVt9rythihg.

Moreove~, ,his'speech and conduct.s al~w,ays ccnveyedexfet.ence o~,phf.Losophy.

based on truth.

The p:erfect c,o.nnnB:fld ,andar:rBrlgements whi,ch he~howe:<1',at .tbe 2nd gener-a'l,

conference held in WashingtoIl D.C.;, geve IIleastrQng:ilnpressio~., -I :think, that

start of steady progress of. P'~PA oved to th_e,,~}lccess ,of"this'conf,er~n,c:e.

It.se~s~hat·he"loYE!,d J apanese ..n~ture, .andoustoms wery.much, In

particular, he w~s stronglyattracte:ti by, good'Bl1d,.old tl1ings :l'lhich; remain

even at present thfpu,g? vavea of lOI1g his!-0ry... Af~er the. conference .dn

Williamsberg, I visited seYE3rB:1 I:p~antationsl, i!lyite,d,bY,tp.e, late Mr. &·Mrs'.

Shipman. that >Ie talked about beauty
,
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left in the history of ancesto~~_.,_

When he visited Japan in Sept-ember- of the last yesr, we talked about

the hi:;;to~oi',l0oYe8:~s.-oi'?~PA~ 90in??:t:l~;lt~11y,_,complet_tonpf t_en:"y~~

story which he"wrote1:>ec8ll,le, a ki~'ld of. conclus:;o~, of. his,life,. 'r9rJlle too",

going on, and -never stops. For ,the dmpz'cvemerrt and progress of the world.wide

patent system and the system of technology transfer, PIPA will _continuously

develop as a powerful matrix, succeeded bya new generation.

Mr. Shipman, 1 would like rather call you "John" here. Many achievements

made by you in the PIPA not only work as a bridge between the United States

and Japan, but also rill continuously live in the progress of the industrieJ.

property system as a whole. Your warm face has left pleasant impression to

many people, and for 'those peopl.e-Lt. is. unforget.t.ab'l.ememory,

Men cannot live -Jcrever-, We will also pees -away sooner or later. I

hope you sleep'peacefully in Heaven, and' watch our development of the next

ten years fu" 'k:'C:orri~r ()f':He~v;n.

Johnigb6d.b:ie.
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hope that we and our
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May I express on behalf of tge Arneri~an G~oqp our appreci~~

the patent system have led us to ever stronger bonds of

Our mutual. interests in technological development and in

CLOSING REMARKS BY PAULINE NEWMAN

and extending these ties, and to meeting all of you again

~6~Z;~'~rim~'rit may fb:~-" a:'tH.~:·:' to ~~g~f~{Ib~:te to achieving it. The

world's problems won be

at the 1981 Congress.

October 24, 19'80

tion to our hosts, to President Ono and. t.he 9~J.ic~r.s

of the Japanese Group, to those who planned aQq.~~~~~~t~~

these excellent reports, and to all who handled the superb

We -have r-eeched-ctbe.cend.i-of :anbtheY':Con'gr'es-s:'.

friendship and cooperation. We look forward to continuing

arrangements.

, '

'sp~'~'a~f and transfer of useful t.e chno Loqy , We know of no

better - we know of no other - way of achievin~ this as

efficiently as-through the p~tent system.

Thai"iJ{':"ybci 'Mr. M:~'t'~\jt'e "'for- Y6'~f\-\f~ry:'I'ht~'i-~:~trhg rem~:dl~=;

we":'frbih --:'the 'u'hj\~d. sta't;e~ cig:up~'; ;1~'d aiI:~:f:~~':~ have

b~h'~f iEed:'-"~'r6fri;'Yout"'·;'th6Ggh;t's. :::'W~-;'~"i'~~re yourho'pes and



Committee Presentations
Committee No.1

o Significant Recent Developments in U.S.
Interference. Law and Practice

--- K.F. Jorda -------------------------- 39

Japan - from the View Point of Unfair Com­
petition

--- G. Tasaki ---------------------------- 59

o Science Fiction Comes to the U.S. Supreme
Court: Man-Made Living Microorganisms are
Patentable Subject Matter

---J. L. Chaskin ------------------------ 78
o Article 29-2 of the Japanese Patent Law and

Important Points Involved
--- M. Shimokoshi ------------------------101

o Patent Term Restoration
--- R. J. Anderson, Jr. ------------------136

o Interpretation of a Means Combination
Claim Reflected in Court Decision

--- S. Nakajima --------------------------161
o Contributory Infringement after Dawson

---. J. J -. Hagan -------------------------- 200
o Amendment of Specification before Publi­

cation of Patent Application - Particularly
in the Field of Chemistry

--- S. Ando ------------------------------222
o Patentability of Inventions Directed to

Computer-Related Processes
--- W. H. Hooper -------------------------253

o Effective Utilization of Outside Agents
- On Result of Survey by Questionnaire to
Outside Agents--- M. Aikawa 268

o Current Status of the New Reissue(Reexami­
nation) Practice

--- W. T. McClain ------------------------300





REVISED

IN 6/5: INTERFEREN'CE'LAW AND

PIPA ELEv~NTH INTERNATtON~,GONGgESS

OCTOBER 22-24, 1980

TOKYO, JAPAN

COMMITTEE 1 u.s. GROUP

Karl, R; .aoxda
Corporate Patent Counsel

CIBA-GEIGY Corporation
Ards~eYt New ~ork

"'"""C',

-39-



I. Introduction

Many fairly signficant developments in u.s. interference

law and practice in both substantive and procedural areas have indeed

taken place recent:ly_. Only.:,a,few:of -tlle, m()~t,:s:ignificant ones can

be treated here. IIl;-,fact, c:mly"thre:e exeas have. been singled out as

most noteworthy. They pertain to

I} corro~ation r 7quirements regarding reduction to

practice,

2} suppression or concealment based on mere filing

delayi:;:" and,

3} -the issue of what other agreements in addition to

interference settlements need be filed with the Patent

and Trademark Office (PTO).

Three cases in particular represent significant depar­

tures or turning points in these areas. They are Berges v.

Gottstein, Shindelar v. Holdeman and U.S. v. FMC.

Where my discussion appears applicable only or mostly

toU ...s. inventors and attorneys, I believe it may be of interest to

our Japanese friends nonetheless because in interferences they can

judge better whether their u.s. opponents have a better or poorer

case than expected in light of past interference law and practice

and, conversely, whether Japanese parties have a poorer or better

case than they thought theY had.

In this connection let me point out that inventors
c~, .

were in 1979 again in first place among foreigners' in obtaining

U.S. patents. ¥esidents of Japan obtained more than 10%.1
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II~' Redudt'i'c)'n:fo: :'PractfCe"arid': :Corrobora t Lon

In interference practice proving prior reduction to

practice of the invention is e;erY~hing,.:2-; A party f{rstt6'-:i-'-~:c1Ub:~

to nracticA wins unless:

al his conCeived the invention and was

diligent in the critical period;

b} he abandoned, suppressed or concealed his' invention;

cl he derived the invention from"hisopp6rient;

dl hecornmitted tra.tidoll the PTC.

A few ,years ago:Mr.We Modanc:e" then ChaLrmanvofirt.he

Board_of Interferences told ,me - probably only half seriously ~

that the Board:invariab~yg~ant~a conception date on ~he flim~

siestof evidence<but neverg~ap~s a requ~tiqn~to~practice date

on the, ,best _of evddence, AJld,in ~Clc~_, -, decLs i.ons cOUlin~down

from the Board of Interferences over many_years,haye generally

and consistently born this out; , The lCitestexamples of:the"BC>Cl~d's

overly stringent standards appear,to be Coffman et al. v. Ellis,

205 USPQ 773,a:nd Bindra'l.Kelly; 206 USPQ 570, where the Board

found fIladequabies lnthe proof of corroboration ~hd:'litility and

hence no reduction to practicee

It is therefore not too surp:r:isinlJ that the Court of

Customs and,Pat:eIit'Appeals' tCCPA) -ha.s',oftell l:"ev~rskd the Board in

the past decade applying'-a '''tule-of,reascm'' mo.teail4 more

liberally.
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rn. c:1:~:V,~:1;9P~J:l9':':~~~,c1,',i:r~~';~~,!1~':•• !:l,1;i.:;',/~r.ule' ;;:~?,f: reason II

approach, the CCPA started out slowly ~ith Anderson et al. v.

pieper et a1, 169 USPQ 7,88 (1971)" gai.ned moment';"; with

several decisions in the middle of the decade [e.g., Blicharz

v. Hayes, 181 USPQ 712 (1974); Grasselli v. Dewing, 189 USPQ 637

(1976); Mikus v. Wachtel, 191 USPQ 571 (1976)], and reached a

crescendo this year with'Berges v. Gottstein et ai., 205 USPQ
. ~ ' .

.691 and Nelson v. Bowler e'o al. ,206 USPQ, ,881.

According to Berge,S V., Got,tstE!,~n" :"E;tlR.l:'Ci.f:: the "corroJ~'t-ation

rule does not require witnessing the reduction to practice. In this

case 'the"'::CCPAtfEH.H.:' that "vi.:ewe d;.>a s :'a-wholer, tne<'E!'viae'nce unquestionably

corr()bbf.it~s;'B~:f.g~sY,:"a:~sef~i6h:-':8f a!i':"a8friJ.l':>i'tiCitibtioIl,i t6 ~l:acti8~. II

The:;B6~rd:":hacF"found the; iii.\ierttot IS:"Bwii ':;t~~tiinohy":' bf:;'hi'~i: 1~boraE6ty

prepa.fafion::'bf'-J~i;>cephai8sp8J:iti bbIrtpbhnd""tb ::b~ "in~u:f:ficiently':dgt£ob.;o

o;r:atecc::'~:boii~±detiilg(;th~ o~~id~rid~ p:fe~~hlted(' ~'s'corroboratibn 'as

lIboit6med':Bti' h~f(isk:i';r": E-&~h thotigh 'gr.f\:iri*ifrig~sea ri6fdbo8k )wi(g'"

:Lri\i8fv~d )'the cdtift.'bbndltidEfd tR~t

I~Tog~rtOile£} ihe:)fabt~::'~dt":f6ft:ir:'

,tEe9~"a.P,i9hl~("prgqniz~?.•.. RfOC~dl1,I:"~:,rpu~~B;el¥ ." ':""":,'
practJ..ced' within SK&F "foi",<ide,nti'fy'ing, preserving
~nd '.' "~~ s ~;it;l9 ::,IJ~'1~X,,~yn~he~+3-~4 c:PI11P,?un4~, Cl~\Tr~()p~9
'by the cephalosporin research tieamc " '. (Id. 'at' '6'94)

The court also commented on the

"th~ ab~kri6J' :2,'{:'c8htr~cLicti8rt: ahd:/ ihbeirtal
9C?nf:J}c:~,_~? ~PET,,:prr~~n~,,:~::;s,ym1?t9:Q~,of evLdence
"(whichl" iriexorably strengthens the 'Bask made""by

,~:1?Pe:t+a~t;, ,~oJ:" ;,~~qe:peI)4ep~., ,c:orFopqrA },:iqp of, the
inventor I s"testiinony~ II . (Id.at-- '6'9';t} ,- ,
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Finally, the Court stat~d that

_:.' __ ,-'~,cq_r::r:()}:):or'T:t,,~,v~ ~E;!st+~PI1Y,d()ef$: ,n:9t:; ;':_.'
ngcessarily have to be an actual witnessing'
p~,_ .:~h,e>,7,r~~d_uct,~.oI1_:::t():PfSl~t:~pe "Py_,pne,whA,, __}lnd€1~f:_
stands wha~ is going' on in'order to be adequate.
,S,uf{,i~,ie;l1it c:~'7C:;-llITLE;;~_an;t~~}, e_V"~_Clenc~,_of,,-ap ~p_:-;:,::
depend~l1t'nat~f§·9ansatisfy the' corroboration

. rule. ". ·(Id;. at :695)

206 USPQ 767 (DCD Del., 1980). Thi.sdE!cision grew out of' the

interf~:rEfuc~':6n ·::;~~:/:(i<i-~r'ysf;~;ii.'Ln:~ p~lypropylene which started in
... _.".. -,.,,'.

1958 and which involves fOu'i' companies,· .e .. I Du Pont, Phi:i-ii~~'

petrca~:euitr( 'S-t:~b:ddfd'bii:'~ri-a::M~nt~'d.i~bn. The Board of Patent

;:-tnt~r:-fer:~ri:dk~:t-:'kka:fd:';8fI?:£I6';:it~<':f~' Monteci'i~'~n was reversed and

priority went to Phillips primarily because of fraud on the PTO

conunit:,tkd:'; b:)r'M6ntkd':l:~ori';~ But'Elie :Cour't noted that Phillips would

haver pr'e;:v.,itii~(r a:hY~~Y'b:~d~'~-~'~ 11' proved convincingly an earlier

reduction to practice. This case has been appealed. The decision

does not break new. ground or make new law but it is truly monumental

nonetheless an~ a veritable primer on interference law.
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III. Abandonment, Suppression or Concealment

NotW'ithst,anding prbq,f ~~.af":th,~,'.:'jtirlA;of"p,a,l:'~yhad actually

. reduced ihe' :iriV~hti6ri:t9"'prad,ttc¢:'pr'ior:~O:'1;'li~',,',sen:.ic)l; party' 5

earliest qa't,e ".1:,he.cc;.PA"la:st IIio.ritha::(f'i,£Itit=Cl .th~(",PT9l:n'terference

Board's holding that the" junior party::had;suppress~d'orconcealed

,the invention within the meaning of 35 USC 102 (g) 3 and thus lost

the r.ight; t.o a :l?Citent·ag,a~nst t.he,: sel1iqr"par~y.,Shindelar,v.

Holdeman, 207 USPQ 112.

T~esuppressionor.concealmentinvoIYed,a.two and One­

half year delay bet:W'een:thej~niorI>arty's.:: r~<i'UctioIl: t() practice

and the junior party:'.s,:q.lingqc:ite. The··facts surrounding the

two and one-half y'~arCl~lay .which were held. .t.o consti tUt:~~lJ.pp:;-e~sion

or 90Ilcea~ment inclUde:

(al At about the time'of' the actual reduction to

practice, the inventor forwarded a 'patent disclosure ,to the patent

attorney in the assignee I spatentdepartmen-s, r~s;poIlsi,p~efo,r,,:pr,e~

pari~9 the;· junior party's: applici:ttion.

(bl On receipt of the patent disclosure that patent

attorney docketed the patent disclosure.

(cl Generally the patent attorney took cases up for

preparation in the order of receipt exce:p:t\'lhe:r;e"poteIlti~1statu~ory

bars required early filing.

(dl On one occasion after receiptofth~invent:ion

disclosure, the patent attorney discusse~, theqase with th~_in­

ventor.
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(e) brie yeara.fte,r"the;'patent:'attdiri~Y;"·s: "ied~ipt 9£ the

subject invention disclosure, a prior a'ft' patent" search was"'d6hduct'ed

in the. assignee l pat.errt . ,libtClry, arid repo,rt:e'd't6 'the pa~i;I)t attorney

within the: m'6nth:

search (twoand"on'e-hiLlf ye?ir'S, aft.er, the inYe:nti.on,',disclosure), the

junior party1s application was filed.

(9) During the'::f.wd':'arid'orie':'-Ba:ff yea:fs 1'irit'erirtl, the .patent

a'ttorriey was LrrvoIved in"his pros'ecutibh 'docket and' in s'Eiveial liti­

gafion-'matters wh±'c£hrequire.d a:collsiderableamoun.t of 1:1rneaway

frorrfhfs prosecution' docket;;

(h) During the two and one-half year ,delay, there were no

patent or commerciala¢tivi~~skno~nt6 the junior party or his

patent .a~tC?rI1;ey 'f;9sp'ur themtO"proce~'~ ~o prepare aridt6f;ile'-the

applicatTon.

{ilWhiie'the.rewas intent t.0' 'file ":the' ap'plica.tioIl, the

application ',filing' was 'delayed by the paten't' a.t.torney' IS wor-kLoad

The Court: held that the two aridOI'le~ha1:E year delay was

unr'easonab.Leiand :while'the Courtreitera.tea<that each cases·t'arid~

on its":own"partlbuTir·· 'set.: of'''··fabt's, '1t' ;i"rul~dn'that'

n'.'~<bne,:'kontl1'\Jdti'ld' 'be:· amp'lett> d:rilft the
applicat:ion·.-Ari?,·t}li;!, m9nthc9ulci be ampLe .~(),:r:':
a draftsman to' prepare the drawings. To he- generous,
perhaps ,anC)t~er m(),nthco~ld be<. ~llOVl~~tCJ:," ha:veth~",
applicationpl'acedin final f'o.rrn;" executed.. ~ and filed.
wi-t:h the. PTO. Thus a per,iod',,?'f,. t llre,e.months, could
possibly be 'excused... However, more than two years'of
the delay pe.r.i.od remain;:; unaccounr.ed for." (Id. at,113)
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an

'l':h~.,p~lay",.¥'fl,f>'un,t"~?:::>c:>~~bl~;,becauae rche- Cqurt could f Lnd .

no excuses for~:ll:~" d~t,.~,Yt,>s-ta.-til1:g:"

:: " n~lleJ?at~.J:1t.:a,tt9rIl:e){ I,~, ;wq!Jclo~d,: :~:il1 n9,t
preclude a holding'of an unreasonable delay ..
Nor will the showing of intent to file- s9m~~~y
negative a holding of suppression." ..• . '., .'

IfA-ddii1'ohai'iy';\' th~:';k'h6';;ing~'--of''.ibs:~:I16'Ek of
spu~:ril1g:_,~ r: dW~~~p.9:fn.~gi?':t iye:.:if.' ho IdJIlc:J,. of
suppres s'Ioh ' 'n'or' exc-use the" deLay ; II'· (rd. "at '1'i:3)'

This decisi,qn",i,smoEit C:isqu~.e~A~.,~gr. :,~o :';;',~Y;;~Jhe Least; ,

Who can fathqm thEi!.,~mpl.~c:a"ti~HlS of this c~se? There .Ls first .o.~

all the unz-eeLdat.Lc .vAeW,1;-h:a,t,mqr;~" than,ii.·,~~re.e-It1ontl?,p,~:r:.~qcl,:(p~:r:1l;9:PS

di_sclqsur~ et..~d f';,~+,l1g ,.~,+,,)aI:l ,al;>pJ;i,cat:.i,on ,'RP:n~,:t::i.tu;~:~~:,,':lflre't;::;onableqelay.

Then there is the distortion of ~h~,+i~~t ~e~~ence:o~~§~S~iq~lO~(g)

fr9I~.afequi,:t:":e~eIlt.,fS::!::" p-~:s Lt.Lv.~' ,:~e1;c:t::ion<,bY,,:.,a,Il al;>'l?+icant,. ".to

"i~f~rence".reS~lting £roman absence of action. But the .greqt!,si;

p0't:,~Iliti~,l,11,~.r.~jI!1,<3,)! J:~,s;ul~;f,r9fl' t;J:l,i:F,;",sol1~~dE?F:a,,;t~..oJl,:; In an .Ln ter

fereJlC:E!.;sA~ua1;ion,,wh€!.:t".E;!, t,h€!, S,~.ni,.H~:, ~,9:rtX, )J;3;~,,:}i :,qp.nc:~,I3t;i,o,n dat-e

prior., :to't~4a..t ,.Q.f.th:~ ;,J",l..;lI;l.,i,pr f;',ar-SJ::,,:an,c:l. no ,__,ac,tuiil"re,~Ll,c,:ti9~,;to

.prac:t:,~,~,l2!.: :dat~~·, .~r~,<:>r, tp, ,tpate.,pf<.the, .. la.;t.:ti~J:'! ,t:h€!.,$;~.n~p~~~;,r~rty.:;9?lP:,.';

avoid the obligatif?p;pf, ,prqy~ng.: ,¢li~~Sl~:pce/,.. a:5,,::,:.exp1::~ci::t:..1:Y;,~ re5I:~iJ;~cl;

by the second",~.~n~fl1,?~(?f :,f,~., H-s~.c.::,,~Rt,(g').s'~::iJ)Y:'chooeLnq to rely on

his prior.,,~i+':iIig ',9-~t~{ a's' ;tl1'~'" :&1.t~',::9f"'.ih:\i.ep.fi;c>n,. ;,A~_~·h~,~9,~'~',.: the

Seni~,r," P.~r:t,¥, "nia'y' ,p#ev~JJ .iti:',the irlt~'~i~'i~A;9e;;!'~~h~',y~+J~Ity'-of

the :t~,sU';L'tJ:rig',p'aj:e#it::;w6~t'~:, s'e'~,rrl; ~9-:,,';6~ 'SU:9~kC.,t t.o at,tq9k':;f,~,i: lack

of dfi-i~ence of oth'e'l::: s:~:ctib"il;":t6'2:" g-:r:6h'rid'k~ 'Thus the patent system

will have failed as an incentive to the "first-in-time" Lnvent.or- as

well as the "first-to-file ll inventor.



IV. i~terf~~~nce ~ettiement Agreements

It is well ,e,stabl:is,h~d"and,clear fr-cm-Ehe literal

read~:l1g:'9;~,:t9f?:~:r:e,le.v:a!l~.ist.?l::"l:Y:'t9t'Y prqvision, S,~ction··135-:<C):,~.

filed

r:
·with,thePTO., But whatQthel::k:i.nds.:.,of:agreemen:t~jwhat:,llc6l1ateral ll

aqr-eement.a , "haye,;t:0 b~,;,,~~;Lect, l~~t;~ise is ::t:l1e!,)~E;ix:t:y-.thousand-7dollar"

question.

Even,thollgh: a; .. .Ldcenae• eq'reement; doee ;;1].9t;corit.aLn ..-eny

specific pro.v:~s:i.on, fpr, the termination ~f a~::i.nt~rference, it may

nevertheless ,q¢nsiitti~el,':~~:",j:~gi~emeri"t:"iwi'thin.'"t::h~":,pur:yi'~~,of

Section 135 (c) as :w'a'§"'hkid' iri:oid Dortiin:tori' 'B~x c6'~' v. Continental

Can Co. , 155 USPQ 70· ,(SONY 1967), affirmed on qther. grounds 157

USPQ 353 (2nd Cir. 1968). Supplemental agreements that alter,.' .' --",., ...., .... ,,,:'--,,;,,.:, .,.".'" ..', ,....,.,.'.;, . .'

the terms of the original agreement must be filed, particu~arly

where the ora:l: 'un:detst;i{iJ.ding;:'to('eI1t~:r'::tI1tb'k ~;fi:P:prkrttkh'tai agree­

ment wa~,:i-eabhed:a's 'a:! chIld'lt:iO'ri'::p're'Ce'i:tEh{t'>t2i'te:rfulb.~t{bh':of

inter.:fer~Il¢e a's:'-per' Mobg<Ih? '~v~ 'pe:g;a'shs"'L~bbhaibi-'~~k"In~'. ';' 1'83
uSPQ 225 (ED MI, 1974), affirmed 187 US,PQ 279 (6th dr. 1975).

In'these twd 'oas'es , ':'1::he patent~::'were:":hkid J:rienf6rceabi~ beoauae

of ':ii'on-c-o:mpl£ehite::::.J;ith';'S~cti'dd'~'i"35 (b);~

An, aqz-eernent , suc,h,as.a ,q~qss~l,~c,ense,agreement, is

Raytheon Co., 190 USPQ 70· (0 MA 1975r,· affirmed on other grounds
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the interference are rendered une~forceable

Is,fin~nc:ial"iI'1.9~ntiv,esto
were 'greater after the license

agreement than they had before it." (Id. at 919)

"There ,is IlCJ _rn~!i_t tpdefeIld?ipts,I>, ;"_'0,

contention,' that plaintiff, ,'in-addition to' ,­
the,assigpm~Ilt"JN'a.LS,:, requ~:r:~~, :tofile .th~agree7
ment to make the assignment. tI {Ed , at 828)

(DOre 1978) an interference waS settled by the pllrchaseof the

not filed with the PTO. However, what was filed was the

assignment of the patent ass"ch. The court. heidthat

,i~:~.:plaintiff.complied with the' sta.tute"
by filing a cOpy of..the .assignment ,.,iththe
Paten~Office. In this case, the assignment
disclosed: everything ,tha:twas r~levallt."

'''The'statut~ requires orily'the"f'iling'of
agre~~~nt~maq~ i~ settl~rne~t?f:~IlFerfel:E!Il~es
or those which totally destroy the incentives
of,~,b~, p21.l:'ti~~t.o,i::he,.int~rferE!flC~,:to",,:l~tig.2l.t:e
in an adverse manner. The license agreement in
9UE!s:t:~9n_ :l1E!Fedi?, ,nott~.f1llipate,of, ;qt:,lJ.E!rw-~!:>,E!,:Cle.cide
the interference, and Research'Corporation, the

"'o,~'c~ ,to: the J~.j.c~I1,~~ agreem~nt:,~ho.~a~ .also
the interference r~tained·the same

A claim that a license ~greem~pt:~~t~~enPPG,

Research Corporatipn and Co~ning should:hayebee~filedwith

the PTO wa~,rejec:teCl in ~PPG Industries Inc. ,,·,V,.O'i Bausch';:.and, r.omb .

IDe. Se!?tiQD 1~5 (C?) was. heLd ,Dota:ppJ.:icable bE!ca~se 9D];Y agl:E!emen1;;s

between paz-t.Lea to an ,;;'lte.t:'+E:'!;r:eIlcea must .be filed and PPG ,whi9h was,

a party to the' agreement was nat, a l?al:'~.Y,t:O:,the,.*nt:~,;-:fE!I:'E!nc:,~,. ,The

court stated:

dnterfering::paten't and>the:agreeinerit to 'assign the 'patent was

by . reason of'afa'ilur-e to',·t:::omply'wli::b-: Se'cti:oI1135 (.G), even though

this Sec~ion spea.ks>f:n terms': of-:-a!'pat'ent":' being unenfor-oeebIe .

Tn' Omark'Iridustr.ies-Inc~'v-~Ca'ilton Co. ~-2oi'tisPQ 825

the claims

190 USPQ 49 (Lat; Cir. 1976). Here. the court indicated that only·



The':rnos't: "signif:i'chrit" ...;-and:' dis ttirb1n'g: <.:.. ·i-~'~~n-t devel.op-.

rnent by far in<t,hi's "area.::ts :thecivIF :s'u:Le hi'aug-h't by tl1e Justice

Depa.r tmentr iaqeLnat; ,FMC~ lh"th.e U\S'~:-'bist'ric:t"'Co'urt' iIl"Phi.1adel'i?h.i'a:

this past :Apri1""the:,cQurt' beLnqvaaked 'to hold>tl1at' Section 135 (c)

FMC .corp , , No..80~1570;;:ApriL23, 1980). This case 'couldbe.a redi

ob j ectr.Leaaon ~

In 'this caae-ran iIH:'erfeience;~'et'tleinEiflta'gr'eemen't,

concluded 'with:a'ayer A.G. reiati.'~e' t.o the pesticide carbo f urari ,

waS':filed with'the'PTC.- However, 'other agreements end-undexseend­

ingswere reachedb~tweehFM:C"'and Bayer or Cheni~fg:r6'Whi'6h:'were

not filedlsuch as "zr trademark 1 r'ce'nsin:g , asd'eement, a p'roductLon

and pz-dc i.nq caqxeernentij-ta 'Calladiaii: bonfiict"settlerttent agreement and

a crCiss~licEmsing:ag:reieinent regarding pat.ent: rights .iriMEhdco and

Central and ":South America ..

The existence of 'se'veral"concurrent',:a'gre'emehts and

understandings along with an amicable interference termination

is not an unusual situation and the filing of only the u.s.

interference settlement agreement with the PTO may also be rather

normal procedure. Indeed, Sec. 135(c) in terms covers only such

collateral agreements as are Il r e f e r r e d to" in any agreement or

understanding between interference parties.
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Ill.t,h~s gonteqct,.let it,he merrtLoned. ;tha;t,the

PTC? f ur-n Lehes ~P V~IE..t9uS ':gpy'erp~nen.t.·.3:genp;ie$::oincl:qo.ing. the

Dep~l::t:m~I'lt: c;>;E, J.l,lstice and the F'ed~r?ll,Traqe; Commi.s s Lon l~:sts

of ".irr~:er:fe,r~Tlses in:wlli,qI). aett.Lement.. ,ag.:reeme,pts, have. .been .Ed'Led

and ~~pt se:pa~~1::e,:frqm" the;: int~r:rt:=:r~nc::.:e"files.,'" :S..ectiori:l35'(d}

d9;~.~ J?rqV;i?,~".'that if :'~.a!lY P?r:!:y:,:. ,~i:Lin,g_:' the.':, same so: tr-eque s.t.e.i.t.he '

(,agreement} shall be kept separate from the file of the:interference

and made .aY.El~+9,:lJl~?:t;lfY,;t?:,POV.~FI1I;U~:nt, aw=,nc~es :,.911: ~r,.t,tte,n request,

or to ~I1y.,p~r,~nn ,():n",~,f->:h9Y"i!H;:r,of, gq?,ci cause."'Th~ .. .Boa.rdi.of p~tcnt

Int(;!~~e:r~.~p~,~ ;s,~Fv:e~,~ .~$t:h',E¥:,:d~~?:~~tOtY,~.?,J:': aqreemencs ,J(,ep.t ;',S,Emarate:

from t.he in:ter;f.er~llce_.:f,i.les,,: . ;'J'1:l:~se,:,:a,<JrE;!t=Illep.t:$" -:,a.:r::t= 'J~o;t, exami.ned :,by,

the ~'I'9_~Ilq",J)q. gen~;r.a*,PJJPf.ic,not.Lee ~r,;,t1;l,E?",:fi).ing.s:,Ls giveniby

the PTO. Lt; ",,:is ",~tl4E!:rstc>9d thf1t,: ,~~Pi:~~,t:~;~,I).J:a_tiye,:5,~+rpl11,~,:the.• apox,e:

Li.e.t.ed g.9Y~J;':pm~nt .aqencLea ,cq:~ PteF;c;>.cl+.9?-l}..y,- l:e.yi:~.\ii~g::):;uch:,agre.e~:

mentis but that no 'such agreements have eve;; ,P§!~,.Il:sh9'~p;to",any;~

person otr~F :!-11,9-,.t;1 :,9-,I1,',9:genS¥;:t:'E;!:p;-~,$e:~1~~,~~xe.-
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·-v:~: ;c()hci:usibn~:'

SpeakiIig:::: 6f;, sighiticant"·:' f-~bent", deve1opmerit~:; ,,': ;'it>'~hbUid;­

also'be -merrt.i.oned- that)-i:he::' nonpz-ofLt'<cbiruni ttee< for"Ecbnbm.:Le':::jjki{,glbp-

in patent practic~'''''t'b''>i;nharice-----theirinovat:ion:"'dlimafg is :fB"TeiitflfrikEe

patent interference proceedings and adopt a first-to-file system

coupled with 'a::)?,i:?~':is'~'6hjtO;":~~a~t': priOr; ~#v.e,~t6r".an,,;_in:~personam

right touse't~~:inVeht16n~~' Ha~ry M~nb~ck 6f~G~~er~j Electric

testi f ied to t'hat"eff'e'c::t. ,:i-~:',~9;bpgf~-'s'~:: ..:'iIl:,:~ ~*:Y"; on.,b,~'il,~i'f'" o~::', the CED a

In my view" our ftr's·fll'611'l1v-'eht'-:~ii.n6;ip-i~'h~'~ 'ci~generated

into a monstroiis>'a-f;:avisti'¢" ~ht~rfE&.'en9~~:',:pra,9ti.C:~L' AS ..qne who is

handling or" ~up'erv'i~in;g a1hib~t-)56 iri.t~rf~f;~Ad;§'~- ';-(~ fi1:r:ee-fo1d

increase from 3 years ago} I 'aI!l pai~~t?-lly aware tha.t, aomet.hInq .has

gone awry in interference practice. If a switch to a first-to-file

system was not posslb1e 9n constitu~ional grounds, I submit the

situation could be i~proved or righted by this approach: no

interference between pending applications; the PTO invariably

issues the senior party's patent even if the filing date difference

is but a day; the junior party then has to provoke the interference,

it he ca~, either in the PTO as now or, pe~haps, only in courts re-

sulti~g in a proceeding akin to that described in 35 USC 291 (civil

action between two interfering patentees).
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In this regard- it. may,:be;,;.9:E:,~J.l1:tere;:;t that the American

Patent Law Association (APLA) has just formed a new Special Inter­

fer~nc~.-Committee it,O; .._fun<:l.ameI1tCi.lly.:stucjy·, our. Lnt.erf'ez-ence system

i,I1gell:erCil,and.·totry to reI11~c:lY~()IIte::sp,eci~ic,-pr-obLem areas. The

need for this, is manifest. As oIe>e .IJ~:Gral19.i:::from Washington,

~qho:i.ng ,manyotl1ersi stated it So welL.ina·recent: l,etter to'c,me:

nTh~ need for ,suc~:a:.c,ommitt~e.iseyen .
more evident today. Based on recent experiences
Ln aUF,_ Q{fice, ::,t~~, B()ard. of pa't~nt: Interf/arences
'is apparently not following the rules or the MPEP

1]1." c~~~:a,~.11 J11at:t,~,-F s,' pefo,fe:, ;t:g~m" thtl§>'lTlClk~l1g;-it
difficult'to advise clients regarding procedures
to be followed, Ln ,int.e~:fer~nges.. II, .• ,,~ •

II I b~liey~:,.~t:i~1?~:rat~ve, to,,~~. "pr~a:t:E9,(suCI1>
a committee) so that we have a forum through which
we can ccmmunfcace with:the.)?'l'O and; the -Boar-d .!~.

.. .

Hopefully, positive-resuits'will be forthcoming from this APLA

effort.
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FOOTNOTE

1) In 1979, the Japanese led' with 5, 289y'fo11owed by

West Gerrnanywith 4,4'73,
United Kingdom with 1,904

and

Total number of u.s. Patents issued; 52,102 '(18,978
.- 36.4% - to foreigners).

In the ten precedinif; years,: in which the.cJapahese
moved from third place to second ~to firs,t:v:;the br'eakdown
was as follows:

1978

Total number of u.s. patents issued: 70,150
To foreigners: 26,000 (37%)
To Japanese: 7,170 (10.2%)
To West Germans:6,0'05
To British: 2,876
To French: 2,. 171
To Swiss: 1,363

1977

Total number:
To foreigners:
To Japanese:
To West Germans:
To British:
To French:
To Swiss:

69,371
24,785 (35.7%)

6,448 (9.3%)
5/65'4
2,749
2",17:9
1,397
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1976

Total number: .74,
To foreigners: 27,024 (36%)
To Japanese: 6,780 (9%)
To WestTGermans': , 6,320.
To British: 3,098
To French: 2,519
To Swiss: 1,500

1975

Total number: .76,426
To foreigners: 26,271
To,Japallese: 6,574

. ,To West Germans': ; 6"J71.
To British: 3,158
To French: 2,436
To Swiss: 1,473

1974

Total number: 80; 839
To foreigner: 26,514 e32 •.1%)
To West Germans: 6,243
To Japanese: 6,116 p%)
To British: 3,273
To French 2,626
To Swiss: 1,484

1973

Total number: 78.;30·4
To foreigners: 23,344 .(:29 .;8%)
To West Germans: 5,661
To Japanese: 5,157 ..t6••.6% )
To British: 2,931
To French: 2,189
To Canadians 1,447

1972

Total number: 77,908
To foreingers: 23,815 (30.6%)
To West Germans 5,797
To Japanese: 5,301 t6.8%)
To British: . 3,229
To French: 2,269
To Swiss: 1,326



.-55-

1:h~;.'~t~-1:~~~~y;,underpinning
Section 1.02-(g) reads:

81,543
22,850 (28%)
5,586
4,154 (5.1%)
),.?33
2,251
1,413

67,693
17,872

4,496.
3,063

i;m
1,151

"A person shall be,eI1titled to a patent
unless - . -

35 USC-I02(g) proyides
Ln~e:t::fer~ilC;:~:;~:"J?fa9:t:-~,c:::~;~,

(g) before the applicant's invention thereof
._ _th,~ tI}V~I1t~5:m:', ~a.s H1_~d~",: ip,,:',1:h~,f);_,,:coynt:t"Y l:?Y:-,9-l}9th er
, -' ,-' W'l:l? 1i?d,~ot:'cf1bindc:>l:Y;l~d:,;:: s:¥Ppr~~f;E:!9-:' -:: (Jr9_9n<::e,al~q.

i t\.</',' ~~ de,~i=r:mip.ipg,,:lJ::r:.-,j,.9.r.:i.t:Y:+ ()~< Lnvent.Lon..:thE:!l:'~:';
slip.ll:,Re:·:'Ro_Iip'~d~"r;-ed,;;_IJ.,q,t- -qn,:LY' :t:l:"Ie;:r~:§p~qt:i~E:!:,_;d~<~e9'

:o~:9prY_~J?:~i611::,!al)p;;", r~4#F:t:A9~,,:t;:-S' P,;·p.9"l;;~q~,_:, 9~-.~. the,
,~:t1~~ntP=?n,~ r: b~;t:i ~q s9,{ t_~;~,:_)r~a_E>9n?b:L~i;:d i, lige~ce.:::~of :
'~m~' }'1P~_-: ~a'?:! ~J~sf,->tp;:..;pg,ilc~iy~ 03.-op.::,:La§1::::,:t:o.,:- ;r:e<11,19?:::
::t{),-p~~pt:i::q~, :eF8I\1 .:i,,;:t:$me:,,'pri<;>r,-} to concepti,ori by.-,",
the other.

Total number:
To foreigners:
To West Germans:
To Japanese:
To British,
To Frenchi
To Canadians:

1971

1970

Total~numioer:
To fore~gn,efs:::""",,::,
To Wes"t,', Gei'marJ:s:'
To B~:l_ti,~,W::,,:,," ".
To J;aP?-H~;S?:,.

To F.rench:
To Canadians:

2)
for



3) See footnote 2.

4) See footnote 2.

5) 35 USC l35(c) provides in pertinent part:

Any agreement or understanding between
parties to an interference, including any
collateral agreements referred to therein
made in connection with9:f. in, contemp_lCl.t,~p:!l
of the termination,p.t. t.he' In:terferenc¢~,,s,hair

"be in writing and: a---t-rue':c:::ppy' ther~pf'-:f~:l_~d
in the Patent and Tradema:t:"k .officecbefore joh"
termination of the_~Ate~f~rence as bet~ee~ the
said parties to theagre~m~nt or understa~~ing;

Failure to file the copy of such agreement
or unders~anding_~hCi~~:rl;!!1?-e:r"pe~an~ntly,.un-~
enf?rceable:' ,~llch:aqz-eemen~,_- cit:, ~J:l,4e~~~~I1?i!fg> ;
and-any patent of-such parties'involved'iri"the
interference or any patent subsequently issued
on any application of such parties so involved •.' .

.,.', Sectiorl 1~5l¢")::l'l~s::R.a:ssed:'~;~'ri,1,!~r~.f'.YI~." c>r~~r i9 reduce
or ~limiriat't';~ ~nc()rp0f.<3.t,~'t:>P.: ;()f: .:re'~'tr~d.~'~y~: pzovd.a'Lons in
in1::~~f¢i~l1be,I3~~t'~emerlt.::a(rl:·e~IU~n:t~"<3Rd'liE?~pprTv~~~ the
use:"o~~,su9h-- agr~,~rn~nts,_ a,s'.',.a_ m,t=.:iI1s" of"v~()lat:~n~, _.t:h~:_-, antitrust
laws.'" ,!I Inter~erenqe Rr()c~~diryt;1s"~\a;Y""~E;::teHltliI;\?tt2!c1: in a manner
hostil~:"'to':' th7,:J?\lb:r.'ic: 'int.~r7.:;;,t'· ~Y" u~~~g'pate:nt,.iI1:t:<=rference
settlement·'agreemehtsas" .a:,'rn~aI1's'of ,.',t~st:rictingc(:nnpetition. 11

Senat.e Report No. 2169, U'S.C6de Cong. and Admin -. News, 87th
Cong" 2nd sess., p. 3286 (1962). .
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6) In' g're~'1:'~'i-i;d_e't:21il,;:'th:e"CED"" r~;p'ort',~:t~ies:

Uwp.em', two" .or;:,'tnqr~" app.Li.cantis ~~ek'" ~,.,' patent
fqr,. su~stan~iallr_'the.,salTie iIlveI1t:~(;)J:1_~ t:ll~_;¥~s &

P\9-t-rni::_. ~ystem J?~oyi~es '" for .',,_," ~~t~r~~:renc:~ r .c:L,12ro­
cedurE! t9 dE!terrnii1e Who,'f~r!3t-Il1~ClE7::i:hla:,Lnvent.Lon ..
That party will be entitled to the patent to the
e~9,~~,~~?~~f::~Ji~:~_~',,\\'li()_:iIlV'~?:t~c1_:_~~~~!.,_-:"lJ:'h~"'~Ilt~r-::
,~~r¢npe:,,;:,s-~~f-b~'-":?,Ut'-~~'-~·I5,,·,-a;"::-~ila's-i~j'\l(:liS~~1-'::7,EFos~ed'i;nc~r"
in the Patent and Trademark Office (PTa) and

,'. c.?C::9g.s.i:-(:m~li~'·,:r:e~ches t.he. federal" cQurts as "full­
scale' 'litigation.

Patent interferences are highly technical
proceedings and are of questionable efficacy in
4r;t:~~+rli~gthe,~i:r:st"iI"!y~,nt.or~" -::1411ch \tirnt:!; ,is:
sp."'tprov~dillg W!l~t happ'''lled befo:re ~he ;filing

. dates, trying'to prove,th~~;::~he,,+~y"eI"!tQl\,:,~,a$.. , .
incorrectly named, :"did ':'not really have "the .'iIi":
vention in hand, failed to discharge various
obligations, and so on. In a significant majority
of interferences, the patent is eventually awarded
to the first to file. (According to a survey by a
major corporation, although approximately, 110,000
U.S. patent applications are filed each year, only
75 to 80 interference procedures produce a result
different from the first-to-file system.)

The United States and Canada are unique
among all the industrial countries of the world
in utilizing the interference approach. European
countries have always considered that a patent
should go to the first party to file an application.
The new European patent system, which all,European
Economic Community countries have now adopted, pro­
vides a personal defense to the individual who can
show he was actually the first to invent and took
steps toward use. (Participants in this system
include the United Kingdom, France, West Germany,
and Holland.l .
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~~~a\ls~,_,~,p.~, P.lJ·l:"PO~,~,_., O~ .,"tp.~,.,I?aJ:lrn,~,-;, ~"ts~~rn
is to"'emcbura'9"e"disclo'sure' to 'the public', 'the
party who is first to file should be rewarded.
Ac1,,?p~i<:m,()f9. rirs,~~t:0~;E,~).e_, ~y:s,~~mJl(),Vld elim­
'irat:~ ,pzreeI1~::':iI1~er:E:~fE~nT~:'"P.~?C~7C:I~p~:9,'/:::_;~irpI?tify
I?a!-en~,_1,~~~9?~:i9n,.-,:~~k}:g<,i7~Pt ~fH·,:i.<:l.tt~r\It1~it~

-.:~~r~ai~',; ';'a~d,,::~e~y~ ':'i:hi:( :~nt:gr:~;;;t'~_, Rf,_:,_~hr': iHyemtor
~!ld'''::t.~~·-_~pu~~;c ,~n,,_~-,'~9:r;-t?:"e,~ti<:fe.nt".~(3.pI}e*,.~_,'::,Most
obj:~cti~~s':'~o"tl}~"'" syst~~ :c9}ltq ,b¢., an~\V~r,~(r-lJ,Y pro­
~~:is~~n ;: 1:9~: gl:"i3;11~ ': ~",'~J;i9r:' ~nY~Pt9:l:"\ ~_: Re~~(H1_?i;(;,right
.~c,."~tisT;:::"the., ~1?yeI)t~Cl~,~,,~~,~~c:h;:',,~ r~~l:l~ ,:~bp+?- "R7
goil~in\r~~~ "on:.' n(,:t:,,1;ay~lig -~qa:1?§()n~4 ";:" ~11~ ;'fI1Y~Btion

; ;' :and'sliould":requfre "proof' 'of '~" ~1;,-?P§"t:~~eh: ..t:9~~rd
commercialization. " ' ,," "'.. - ,

IIStiI11qliit'irig '!~,~1lI:t-,)t6$~9a'!"'.~r:qg~.~s~": ;'-:- :,':~:·"a~~~#T~~t by the
Res'eiq;9h ~#21,~9~ic¥.,¢o~~t.t~.~.bf"·~he:' Commit.tee ",bf Economic
Development January 1980·, p, 53,
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Protection of configur'at'io'It::df goods in Japan

- ~-,Ks()m tl"l,e.,,,,y~ewpp~I1.:t,,():f,)lnJ~ air,p,oll1PE!t:.ition~~-

'Cb~i tt~ik:' 'Nb~

;,-,","<,-:':- -":"-"': c:.: ',::::,:::i':',',''''
Japanese Group

Goji Tasaki
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Abs:trac.ts;

The configuration itself has not originall~ the func­

tion -to'iden-tify:the'sources at goods'. However I when

the configuration has the singurarity, or is advertized

in the whole country, it sometimes comes to have that

function. In such a case, can the configuration be

protected by Unfair Competition Prevention Law?

In other words, does the configuration of goods falls

upon lithe indication to identify the goods of others"

of that Law Art 1 (1) No.1. Judicial precedents and

theories affirm, but concretelY,~~ere are few success­

ful cases. Concerning 16 judicial precedents, we would

like to study r-equLremerrt.a toJJ.e" prqtected and some

problems about them.

-60-



1. Introduction

In recent years, in Japan, a d Laput.e on "tl1:ellrifair

compe td.ti.on ,has ,"been increasing more andvmoze, As

one of the disputes, there :isa issue ,concerning

the oonf'Lqur-e.tri.oncof goods.. ,The configuration it­

~e];f.isust\ally p:rotected by the industria]; property.

tria1 property ,:,<there:,happensva ,__ t.ypd.ceL'ipr-ob.Lem

whether the exact imitation of the configuration can

be excluded under Unfair Competition .Pxeverrt.Lon Law.

As appare?t from thefactth~t a trademark is called

"tihe face o,f g,()pd~,,,, "or II,SialesIl1c:in sayi,ng no words ll
,

the basic function of a trad~mark i~,tq _g~arantee

to consumers that the produqt has ~hesame origin.

On the contrary, the Eunct.Lon of"t1}e c0I'lfiguration

of goods is, nott9ide~tify s~urce originally, but

to enhance the function and beauti~s,of goods.

However,_~hen900d,S have the characteristic form or

are advertized .i.n "a who:~e,souI:ltry.,t1}ey come to have

the pqwe~ of distingu~s~~ngone'sgoods from those

of others, when the configur~tion o(goqqs itself

has'the 'fu~'cti~~ '6;8' - lithe f~se of ,goods."

In this case, how is ~~e, con~~gur~t~onprotected?

There are only a few judicial precedents about the

So~f~9,?~ati~n:~f~~~?;_W~~~hfdmi~~~d,+njunction
under Unfair compe~ition preventi~n Law. Wha~ 'is

tl1e,,'reasori"6'f'th'is'? Whaf'is't:he' 'pOintdf 'a suit?

'What?recitifs'ites -'a.re ;he'e'ded'arfcl' 't.,hat'po-iIl"t'S' should

we"attencl'b)?' We ":woutd::lik'e ,'to'· s'tudy:,these points

from "t.he',',viewpoirit:' 'of' an' unfair'" compet.Ltibn.
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'i:) o;,T.rademark ·'Law':,:"

si'ri'b~:,"t'he subJ'£:dt 6fTr~d'enl;:i:ik i~:J"'.i'l1:':Jap~n is

on.'ly'" 'two'~dJ.ril~At{bri-'al mark /'th'e coriii.gur;~:ti'on
::'Lribiti:dil1g"ci"\g6rit:~ti~e'r ''':~~d';·ca.:p~:c-'~ag~- "~'fc ~ ':cannot

~~::;:~~~'j~'s::~~;f:e'd:~'~~~,: ,:::~~:k:~e'l.'~,~,ni~ri¥i~ri:~:l::"'~:~:~J~. It is
~:~"s's,~b~~~' ,,~:~,:,re9'i·~:t~-r:::a.:,~:· a: -,d~\7._e:l~,~rn~I~,~:~,-:, ~owever 1

~u:ch regi-st~~'tion ~iii' ·ha.;e ';;"ery' -'d~finite effect

:J:#:o:~-e~,t:::::£:h~:',,~-,,~F-~f:~~';i'~I~:~~:"'6:~,.?~6~~'s;_:'
As' m~,~CiC;~e:,.~-,' :,',~b~,~e,;-:'",:s-~~~ng,'/~,~m- :t~~_ ,"~:~:~'~~+int

"0£ t;~:e,,; '~iot'~·~:lo:~, ",~'~':'co~~i:~,~:~a~76~- '.;,;~.:f,:g~,,~-,~s 1

. ';r;~?ad~a'~k :Law' i~'";apa'n' "i~' "r{e~r1y" p'~~~'~ i~ s s

compar i~CJ: .;i:aw'~:':::'o,:t:'·'H.~.:·§:'~,~ ~c' ;'~'~~::":~~~s7:'-'G~"~~ci:n?:: Of
course 1 ':it w~tiid" be :'s~ref~{ 'i'ej;~'cit~'d ~'e:-{;'e~ -~lf

someone ~;~~~,:~:,~~Y ~~ifi~e,:~n:: a~.r:\i,c~t~:C?,n of the
.·~~ii"::kri6w~ cO~fi,9:ur:a;~i<!>h- a's" two:"'(fJ.~en:·siori~l mark.

Lf.) ~~'t~nl"'t'ci'~f::';;htLfiiy: Moder:' r.~w :";~'~Cl:' :"'b:~'~i:Jx;.::E~w

;y;rh,~n:,,9~~I;l,t'~~H.t,a t:~on:~ §?~: gQQ8,s _,sa:til?,fj~es "t4~: ,re­

q}-l::if~¥1:~n;:tr~!;.,;E9FI,:!=ET.g~;s.t:;r,at.Lon "in: :~,a,cli·,.l,aV),;,::t;:pere

,,t.s;}'l,o "pp.'s:::;ib~:li,:SY: "that it "Wpuld, ..no~~b.ef ,reg,ister­

.ed -: Eoz; ,~~aplI»l:,~/~ if. a·?~,.!¥A(JJ\,j}~,c:;~,~:t~~,IY::it

The<pr6tect,ion' by laws: .except- Uilf,ci"ir- c:Ccirnpe'ti-'tion

Prevention,::Law, is "as :::;f'(j"]jlows~':;"

Since, ''ithe pur-pose.s of ',t;he Laws .unde'rmerrtd'onedrar-e

, :"di'ffer-ent ":fr.om :·,thos'e' 6'f':::Un'·fai'r- Cdrripe'tition,\p~:teven­

.t.Lon :'·Law,i goods ':a:ie ':'prdteCte:d' byobotih. nheae 'Ti3.'ws

aridcUnfair':C.onipe'tit'i'OI'f PzeverrtLon La:w~)"

2. The protection by law except Unfair'.:Ccirnpet'1tion

~r.ev:ent.i.on .Law



would :b'~'<betfet- fb±-l1:.":, to": b'~: r~~isi·tk"r~d' :;j'~der

'Des:'igH:;L~~~ As a c;;'stk:: ~hIcilw~~':r~'qties{~'d for

injunction under utility Model Law"i a t lh~-'::same

time, "Balance for Cast Fishing" case is under­

mentioned. IIBlock Toy" case (Osaka'Dis-tf1.ct

.cour;t'j~ay IJ~~'.::196'8)i,: whLch. wa s.. g.ranted:"in'junc-

"uncomp'l-ene. :u:se,~,~;:" -would" he:':a Ls ou qz-an'ted ,";cif an

actitm::'.were,; a sked by;.:-: :the,., oWl1er',.-of,.>,the·::right

whose products wa.sr-weL'I-eknown , under.", Unfiad.z­

Compe.ti tid.on- Pr.evention : Law . -.

"~:~"~'.:'~ the:.",produc.:,t::::of>;,the defendant',was .subscarr-
:~:i,g}:ly:>~I?-:e :~:aIl\~; ,,' if:.~." :trt?I?f-9dl.l?1:,:,In?nl.l::l:?c1:1l,~,,~d as
aft ~~bodifue~t of the 'utility"n't'odel- i~ it:S" size,
color e.t.c~,,\,_:axc e pt.v.Lhe. center..,part,it,ionw,alls.
Thus, the defendant's product should be regarded
easily as imitation of said product."

iii). Copyright Law

zrhe. :prbblem-::'heFe~ iS5 whetherapplied':::,ar,:ts, for

example 1 Lndus.trrLad.rdes i.qn., <ar-et.contiad.ned in

'_,wbrks:~ ',By" ,Copy-righb:,,'Law "in ,J:apan:,',-,!:it~:is estab­

':li-shed::' not, ,.tQJ corrcei.n i:indu8,trial( .d.esi:gri.:~-,in

.works!'~ --; InduRtri-,al design, is':: pzo.tect.edv.by Design

Law, but the:>border;· .becomea. pr-obl.emv. ': F.urther­

more, how about the character products? For

example, .when someone makes a character of

Comic (e.x. Popeye) three-dimensional products

such as a doll, is Copyright law applied? In this

case, so long as comics are considered to be one

kind of works of arts, they are copies of comic,

and
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th~refor~, i,:~' i/!? prop?r~o th},.nk,. thl3,t

.the charact.ez PFo,d:uc-t_,a,re :pr,<?tec:t~cl:-by Cppy­

rig:h:t L,aw,~

iv) Civi.l. Code

Some ' cases are "admitted: remedi'es for the in­

fringement by the illegal act .(Art; 709) In

the. undezmentri.oned' "Wireless':'Microphone",1 case,

as:::the,:;secondary-.-request~a:': cLadm for" damages

unde'r.: Lj.LeqeL 'act:was'-made::~",'The::fac·t ofithis

case is that t.he plaintiff"insisted-that busi­

IlE:!I:H:i activities were infringed by the act beyond

.the _fair"range':,::of :free\compe:tit'ion~ However,

til'is:"- ih:s;:i.s:te-nde:';Jt:§f~Jei::tea': :bec'~tise there was
.',' ",,' ; -:'",.:--; v.: ,"::' .:,': _":<,", ..'.... :., -,'·-:.".:,,'T: '."""

no reasons f'o.r. insisting; .t.hd s. po Lnt;,

v) Other Laws

a) There are some laws about import and export,

for example, Customs Tariffi:I.aw'~ E~'pb'r't:"'and

. Import" Trade Law;>but:" .they:' ar-e" effective only

'when';"good-so ac qu t r-euthe. Industrial P'r-ope r-try ,

b) ,Furthermore",'iri 'some 'cases, .under- criminal

Code'injury," ofvone I,S; credit'"or"interference

0f:onel-s~:)bus·iness:'areapp.l.Ledvt.o the<imita­

tion, of: configuration of'g6ods~
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3 . The prote6i:ion by "unfair .. Compe'ti.tLori P'revention Law

1) We would like to study the protection by Unfair

C~m~~t~tioncp~~yen~io~;~aWhere~

Qn~~ir SomBetition Prey~ntionLaw, Article 1

(1) No. 1 provides that the acts which happen

confusion between one's ,:.~qC?P_S:.c:l:,~gt;.:l'J:~;other I 5
'h~-;"'-";-;'~C:;-;::;;;'--.f::~;;;'-""~';';;;'~ 'or"'-",:'-S'Imrlar""'kriicfs"""of"c IIi'dTc'a::::
tions as.the,well~known indications such as the

.name , tradema,rk,. container, or,package of goods

or others which.c.haracterize someone's,goods,

~re, subject to Ln j unc t Lon ,

A"t;iclel. (l,) .N(j.l
II An act of using an in'dIca:tiOn':'idehl't'ical with
or ":similar to t.he rname , 't'r-ademar-k , container
or package of goods or other indication to
indentify th~goods of o~her person"well known
in 'the terri tory where ;thi-·s-Law-is.in' force or
o~'-selliiig d~strib\ltirig:0l:''''exp6rtinggoods
bearingsuch-indication-and,therebycausing
cbnfusidri,with,the goods of:itha:t :persbn. II

I the .. donfLqur-a't.Loniof qoodsvcontia i rred in

II ndidat:i6ri':,fo "id.~rlti'-fy fhe--hp6ds:bi "ot.he.r per-
.. .•' . . > '.' .'. . ., ,

son ll.? Theory Clnd"leading'ca:ses say II yes II be­

cause 6f t.he fOllbq:i~g,re,as()Iis; it, is properly

free::'to -manufact.ure the products which are not

protected by Industrial Property, however, when

the conf.d.qur-a't.Lcn . comes .tiorhave vtihe function to

dist:tri6:t,'Oit',f:r;om,6,thers (that:"'i~',- i'tE,.'domes to

~~~e,,\.II:~h~'-sec?~~afY,\,Ine~~iI1~I")'i,:,~o' ob~ain a
11 ~ree __~iclell :",o~ ',}:)u~,in~s3,.rE!P\lt:.~£i(;)l~ 011 the con­

'figuratibn'I1lust<not.: be admitted.
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2 As .i.nd.i.cet ed .Ln the a~~ac"he,c:1 pal?~r""th~r~,:a"re

16 judgements given after 1955 about the con­

:iigu'iat'io:ds'of 'godd's,,':'fn6iudi'ng t.hos'e about

color, pcidk\3~ge'-'ci'nd";;cidrita",±'n'er:'O'i'good's«' Though

;':h:kt{cial':pfgc~cFertt;s"TeC-ogn£z'E{"a:s' gerie:E'al remarks

ithcii: 'ifhe:' d6n:E-igura>t:±on"hr"Bdlor of;':g6ods comes

'\ind~r the' J..'riHl'cat.{6n? ri1o--st;-;of case's' were re-
j eCt.eci :"b~c'at{s:~',;'6£ f~tH:e; f'O'fiow'rng ':>€~6: reasons;

<'6n:'~ fs' thaf"th.e dOnf'i:gutat:iBri 'of; goods is de-

,; "ri.'ved;':'f':Fom' 'a' t.eC'hn'id'at' ftiiiC't':to-n / :~'and"tiie other

fha.Eft isnOFweIl''-k,{Ow,{;
For example, "F'aJ.5iib\3>t.e.d close.En': base 'and

"AccourrtLnq Slip" case were rej ected for the

f()rIl1E?I:" "rea~ol} t: and "Wire''i'eSS;nli.cr'6pli6ii~'" case
, " :, 'C:: """, ,: :"" '.-i, , : ' : ",,',: ",' "';'-

and, I~ aandback" ce.se (;for: ..t-he lat:t,~,+',::.re,asori.

:"When::the"{confiigura,,tion-'>Qf ,:,gQods :,,;:L:5 nece 55 ari1y
der,ive,d,';f:rom,(,the;,tec.!'n)'ic,al, func t Lon , "it cannot
be "'11:r:o.te,Gte:Q.: :bY::',UI1:!:a,1;r::,Qompe:1:i 't.Lcn ,J2r:evention

''''l:J,aw<:,e}{ce:Pti;onCll,lY.-~be:~l:"e:asQn:"i$':as,follows.
If the configuration is protected by that Law
in such a case, it becomes to be obliged to

,'admit "that :')thEp techIlique i",i t:se:1f:" ,,,,,which. has
q i.ven "g90ds,~~e,(~Onf~9"tlr~1;.ion,is ;p()$Bessed
excl'usive'iy--'as a"s6rt"'of"~et~inal':--'ri'ght. This

.ci.s urrreesonabLe i,.jaecau.se the::;pl,lrposE;!():t;:o limit
t:l}edurat-~(),I"lo~, E,~t:~I"lt ,,()flli:,~l:ity..rrL0Cl:E:!l right

"">beconles "ineffective '~'II~ - ' .... - : "

.< !')~.cGqq.l).,ti:I1g ,,)?Jci,p" case)

)~',To prove"that,the;';,',GQnf"'igl:lrat~Ql1,;',:Qfqooda has
_qo~E:! tq :b~,,,,~~117:~n9W!1 ~;s;,~nqic~1::~C?rp;;;:,?f sources
of 'goods, "-.. ~ ~ • ""in"'ad'dition ,'to'the" fac't that
tiheoconf Iqur-atiOJ;1i::iEl '-"Us~d',-,f"or:,a,:!,ce:r::ta,i.n time,
. ~"~ ..,i1::,;It\tlS~ b~:,~~ecl",~x~:l::ul:i~ye~¥L~p'qit must

~ be ':-weli1.knoliffi among :'dealeirs' arid 'users ....• II

(,'~Wir~+g,sS~J].j.cfQPJ;1QIJ.e"case)



be famous in

-F-F":w:'a,s",<;i',f Lrm

.

One case is about a packing receptacle

"NYLOR1":,to,,'Jap'an "ari~

T;",~:>:':' I'~'~~Z~~~"I: )1~'C(.9dili;~,; £:6

',i,'si>~":c.'t'ab'f:~.,F:f,:ak·~,n c:'~~~

'cad-Led

::Th~~ 'pi:<i''Lri:f1..,_,
"""'" ,':,'1' -" ',,'

iepec.t.ac'Le frames whi'ch'"wa's':well known all

'8V,e:t--:'::th~:'~,6.rJ\1\;; pli:frifi;fi exported frames

sold them in

-"~,Japan./­

The defendant 'wa's'it':"d:e~;f~':t':'1n spect.acLe

frames, who produced and sold almost the
~:ari(~:'f]?£n~s~~s:,'i;~fi6RI'" :'" -'Th~/ pfainti f f re­

quested an injuridt'.:Lori'htid"~'f'Unfair Competi-

tion ':Preven,t'ion XLawAr:t:icT.e "1 (I) and a

f8'r:;'d~'cig'~:F:J:hdEi:t"A£~t'.i'cle 1 bis insist-
.,,; --'" >:.'--'".,,::,c-: __ ;,", '

,that'.',the ''business; "in:terests of plaintiff

'~t,~pii:~f~'~ bY": __thEi',:d.Ed:~,?:d;¥nt because

rdefendarrtvs .rnanufiact.u.r.Lnq (and selling acts

'6'atl§:~d,j:~pri':flIi''i6r;'/tq'd:~~f~fd,and customers.

('~H.andbag" case)
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"Cons Lde'rLnq mode "orv.amcunt.s-Lof sa'Le s of plain­
t~;,~~,' ~"p:r;O?,tJ,(?t"",:ehc.:,:.Jt: ~~,:d(),ult)"t:f:ul whether
the' configuration 'has been 'well-known to cus~

'.-:tomer,s • ~~:;;~:;',;further~,,:as Eheuednti.Lar- kinds of
r,:ple;tin1;:Jf t:,'>sJ?,:r:-?,duqt:s, "c9I:q~ :ii!,t:q t.he market,
the singurality'of the product of'plaintiff
has been extinguished •.v.,

On ""tI;1e ,Hl::.l1~F.",!/,~uy, ~~

cases.

wi"t,h coLoz;',_ "s"n.<;1"t:he. others "aI:,e .about; the con­

figuratioI1:,Jit~,e:lfr.. ;,'I;1?:~. "fa"ct.!?'i,pf these cases

and the reasons of these judgements are describ-



'rhe judge. admitted the r eques t . from the

I)l,a.~ntlf f f:c~r ,: t~e'~ea.~6n",:,tha. t t:l1,Eb.'configu­
ration of goods-came'-:under IIthe--lndication",

and tha1:,,_,thec,onfigtlra~i.,qlJ;_0,£ 'IINYLORII itself

was well-known~

This was the first successful case about

the configuration of goods under this Law.

The reasonsfor'the'Judgementare'as follows.

a) Whe'ther'the configuratIon is 'fallen under

;;t'he:indiCation,'-'o-r -'not.

1I SInCE;! the c.::0IlJi9':;u~at,~Ol1, ..9£..,goqds was
originally formecl in order to demon­
strate the function which the goods aim,
the se,l:e?"t~()_Il_,()f_ t,he :,-col1figuration was
naturally restricted by the aim. How­
~,ver::,_: :•.•• ~:,l;i9m:~ :9oQcl,s:9ot,the singular­
ity of the configuration even in said
restric,ted, range ..:-In.addLt.Lon , adver­
ti,s,~~ent :c:ontr:ib,Y:t,ed,,~or,_.t,he configura­
tion itself to have the function of
Ldent.d.EyLnqoaour-ce, In such a case, it
is ol?yiou~_",th.at,.,;,the confLqur-at.Lon itself
is to 'be considered to'fall under 'the
indication to identifythe,:~goods of
ot;p,e:r,I?e~,s()rl',.. 11

,bl Wl1,ether;Pi~aintiff~"s EWQdu9t,s are fallen

under or nqt ..

"The.,::spectacle f r-amecrnadeorrorn nylon yarn
?~~p~e~,~~~u~~c~~~~q~~~qfe the plain­
tiff' produced 'it', but the number was
very:few -and -- ,the;whole'.:conf'iguration,
i;he."Ieightand. th~ to,uch9f that frame

'were' d1fferent' fr'om those o-f "NYLOR" ..
:So ;>:':the~si:ngu'lari,ty, ,;o-f', ,}'NY-LOR" was no t

i"nj :U;:r-,e4," ,_,,:By, rnE:!CillS" .9f,-tJJ.,Ef: ,Cl,dverti sement
and 'the selling"'qucintities""of the export
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inadditioti'to' theslhgi.i1.'a'ri ty, inc1ud­
,in~:" 1I\<1:it~ nyLonrcuah.Lcnv., of the con-,
figuration, the configuration of "NYLOR"
has come to be we11-khbwn ~ .•.• all
ovez "J~pi3.n"i,n 1971
The configuration
should> be

ii) "Ba~ance for C:i3.§t,Fishingll cas~

This,:'is a:'case"which:anaction"based on

utility model'right:is'combined-with another

actionbased>onutility:model'Tight and Un­

fair" Cornpeti tion', .Pzeverrt.Lon ',,' Law.' The deci­

sion,pemitted plaintiff's','claiIll under

unfair:Competitidn:Preventioh Law concerning

configuration of'go6ds .;,.- the aeoond success­

ful case.

The decision '-pern1itg'injunction, cla'1m for

"d~ages ,.i3.,I'l;dprint.ed apoLoqy on newspapers ;

" ~:..,'. ~:,:':'" th'E7re::a:r:E!:-,ca,~E!f;,::thCl1:<~PIlfiguration
of goods itself comes to 'have the secondary
:func,tion ::0£ '"tridicabion through -bus Lne s a ,
and in suc1}.::s:a:,~:es:,).so,,{i3.r;"Cl:s':s"aid configu­
ration is 'not c a 'necessary 'and inevitable

-r-esuLt- .;'o'f- :-:technical· '::f·linc:ti'ons·':6f goods in
t.he: ,},i,ght, ,--:9f PUFl?(),~E!:.o.:L::the,',Ha~:, it should
be understood 'that configuration of goods
comes,:;,u:n:der~i:1Iother' ":indi-ccreiori :'to identify

,t,l:l:,e;<,Q9,ods ,,()~', :p·t~er,' ,peFsC?,11 1
.'. , IfJ?c>v,ided in

Unfair competition'Prevention iaw, Art. I
(lrNO.l"
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~9:t:',~9Y.!=~, ,q.onGrarIling: ;'~wel1...known", the judge

affirin~,aY:that:."': th.:e 's~e ()'t\~~imilar kinds of

:palaJ:1,<::~"':l:9r",fi,!?hipg'.:a:s ; t.he.. plaintiff I s in

::.:¢9i}_;AlJut~t~.<?~ had 'n~y'~~'~~6,id, and that the

confLqur-at.don was not: considered to be an

. un~vo'idab-ie'~ re'sult::6i 't.e8hnical function of

Furtherrnch"e; it':~wa~ rg~ogd±ika,:·\that~through

noton~Y the .unaquenees-of shape but a.l so

.saLe s moQei."sales-,:'amounts','and advertisements,

E:!tc •• " the-,'cQnfiguration,:in.:question has corne

to::be wellc:::kJ;1Qwnt'to'yfish.·ing-tackle wholesaler

and x:eta.tlel;:;ini"a who Leocountmy.aaa an indica­

·t~oIl(,';tQ:';ide1'ltifyj,plainti,f;f~:,s products from

--:~.qthe:r:$ in l~'l,o.cat,:;late,st·;.,.:"

i:.tJJ lIR().llnd;::~~l1i:foXLP,acking,,~Spicell':cCase

,"this":ha::'s':e';, :"f'dr" :t.herf'e'asQ.'Ii :::'tha:'t the color

combinations and the design of the can for

'p'ack.±ng: :':sp'fde: "wa.:'s :,'we.'~;i;LknOWri ',' as, an indication
.' r".",-'. ", "-"',":' -", ,-"",,';"';"."-', "": ::"':', -: -:- :,,' :,'J:,"',"'", '0',:'

,."tq,::.i",q~I:;rl:;;:if-Y;xp1.'qin:t:iff":sr',p17Qducts, plaintiff I s
i{ctf6'n:'w~s:';s'ucC'e;ssfhi<'; :.

'Th~:' ;--':G:ha:~',~:~,:t~r .'·:Q.f. ;'~ltl~~: -;des:-ign "of:,~can was the

.c'O'ior':-doniBiri'ctf'ib:rl:~: .;;:-i'hEi :\irid.erI:~ling tone of
, ,. '~':" ,'-' -- .'" ," " -". '," .-., -.--, ,,-- ',', '--,'

,'j;he; ,t1,pp-~:r::;:pa:rt'"was,' 'wh:i;,te,;:,si:lver and" the lower

wa'E{'fQ.Y'af:,',pu'fpie'. >D~:~"E?,Ii'4~a:,nt I s products,------,:c ",:: v-: ': ': .i.';J::.'J ,I. .rsorn
on the other hand, are:~lmost.~he same as

plaintiff's products, exc~pt expression of

letters.



3) As mentioned above, with rksp~¢t t6 protection

of:- Hie: corifigurat±oI1:'of g06d':;F'und~r Unfair Com-

-',pec i, ticn~:':Preveiltlori': £aw~ Judi6ial : 'precedents

require<>th~3.f.'the' cbhfigl.irat'l8n"':h~S:'thepower of

:ai;scernment, and that-"it is- W~i.1.';;;kilOwn and is

not the result of technical-fdrtct±6ns~

the term "wef.t;;:;:knm~hif.

First, it is not necessary that the configuration

weLti£:kri"owll-:'in ,,~\.,Rd'ig::C6aritfY'2'· Ifd'it is
famous Ln ve c@rta±n Cii§,t.ri8.f;' ':'th'~' donfiguration

,'·,ca~:L:,l:>E!:~a.:L4 ~',well-known'"~

Secondly, whether tihe.jconfd.qurrert.Lon is well-known

or not depends on whether it gets credit on goods

. oI:· no,:t.:l~.,;standar:d)',of,:,judgement';,i:s different

:accoxddnq ,\to :,tlle ;"c~aracter.':',0£ -qoods , etc.

,4·): Then ,.:we,:.-:would"{l-i-ke.,to s-oudy: the sorc of t.rernedLe s

f;o.r- unfair compet-LtLon, ac t.s,

aj''-'Ffr's:t;; 'c±'Jit-~::reIri~d'i~~'"'af~ kS: iO'fidws:

Persons whose busLness.rLntiezes t s are Li.ke-:

ly: .:,tQ.::b,e,.i:::::impaired t can- request' ehe remedy

.of -injunction without., proving .che intent

,,·-.Or:~negli'gence,of ,-,the: def'€indarit;.~·

ii) Claim for damages [Art. 1 bis (1)&(2)]

Persons whose business interests have been

impaired can claim for damages provided

that intent or negligence of the defendant
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is prov~CI..

The amount of damages, .Ls pr-eaumedct.o be

equival~nt to the, amopnt gaine9:py,an

i~~~ipge~,througp infringement.

(Trade111ark Law, Art. 38 is,jlIlal,()g~sally

appl Led ,

'~S~ectacle Frame'~ Case and" "BaLance

for Cast Fishing"",CaJ:;.e)

:iii) Claim for, "r€cstor.tion of,impairec1 business

reputation [Art ..1 b.i.s (3) J

A good example is a:publicapology carried

in the Ilewspaper.

IV) Claim· for addLtrLone.Lcmar-kfnq -to prevent

.. c6nfusion falling· under [Art.:2 (2)J

b) AS 'criminal' :penal-ty ~'.-:im.prisonment-,at"forced

labor for the : term 'less 'than -:three' years or

fines up to 200, 000 yen is. stipulated (Art.

S). But this article can bea~p~ied only when
the defendant :haS:fhe"'i'rit~~;tJ6:ridf the unfair

-compet.Ltidon r. :

'Moreover,' when a,:represen'tative or employee

;df:a .pez-son :,or corporat'iori::£s'rpunished

under., ,this· pr-ovLad.onrct.he "pers'on or corpora­

tion is also to be fined under Art. S' bis.
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4 ;,' A' Few .. Problems' Abo.ub: Protection' Under' Unfair

Competition'.. Prevention,: Law

1) IIWe11;,.;knowll'''

As mentioned above, liTo be well-known II is One

of the requirements for th~conf!guration to

l~~~atlon is made,

protection underthi~Law ca~not pegiven, so

long a~ t:his rE:!quireme~:t:,is,not satisfied.

However, cO!lsi<:1ering"that,~ye.r-Y(ict".<::ontray

commercial gOQd faith should b~ excluded as

unfair compet~~ion, wh~therthe c9pfiguration

is well-known or I'l0t,will:not,bethE;! question.

However, pr'eserrt QIl:E<;L~:t;,.<:;ompetiticmp:revention

Law does Il()t"pal:"tiqipa1:e in the cases that do

not fulfill this req~is~te. There is a possi­

bilityfor these cases to be pr9tected by Civil

Code based on __ill~g~l ~C:t:~ or C()I'X~i,9"ht Law only
when each case me~ts'the requirem~nts to apply

these laws.

2) "Technical Function ll

As already mentioned, judicial precedents say

that, when configuration of goods is considered

to be a result of technical function, it is not

regarded as "Indication".

Ho~ever, in my opinion, the configuration of

goods should be protected when it comes to have

distinguishing function and also meets other

requirements, even if said configuration is'
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consi.de.redr t.o- he';' 'a result·", o'f:;::'techn'icaT':: function.
The balance between'::the,rpr6tec-bi6n-',-, of :'the Patent
Law or the Utility Model L,a~:,.alJ.q chat; of this
Law is taken into account in the judicial
p'r~2:~de!lt's. ,':Th'~ pu'ipg~i~ gi':-'·:-:'f.hi~ 'ta~/' is to

.'m~irit§'i£.'· th~' fii4- 6:;~:i~'f:--6i""t'iiin'kitctI'6ns and
protect the :'doA§Uthei§:;"::~hi'6h:"'i:~';:::'diff~rentfrom

th~" purpOse of' fhk ±hdG~t;: L3,:L ':-pr6p~ily Law.
Acb6rJ'irigl y,:'--"r :b~ii~v~":;'fh~t;':;j~dg~~~ri\:s about
'P~ot~ctign::\ind~f.':::urifci{:{~"d;~p~tr~i6ri': ~aw should
rio{"'be rJffgcf~d ~y':'e~ikt;§rig~ 6f'" fh'~ indurial
property.

':'i"NiIfugiy~::c'th~'-'~b6~~ o:t:;fh~ pi~f~c~i6i/;~ust be
ihd§pghd~ritlY:d~t~iiriiri~d: iri;;'fhe'iight of the

~ "\5urp6~£ ~f~:;::~t~~~~~~?~:;:~~i:;~'~~f~i¥:·':;g~0~etition.
whether :the:':,~u~a~~~~ ~:,,':p'a~~nt-iight is expired
or is not th~ -"qu~~tion.

-'The 'iib6Z;e":'Ineriti6ri~(r;'wbJ.i'a.':;n6:{ oe ag {nst the
-- :!~~rpgs'e' 6f lridJstf£.~±.ipr6bei~Y':ia~'~:'
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studie'~jt.he judicial"t;li"eCedeilts,'; ahOti't

~75-

In what cases can the imitation of configuration of

,"sroods:be'·"extruded:- under Unfair CompefLtio'n'P'teven~

tion Law?

,';['<:>,.,ITf<Jye~g:'~:~~,~,t!:~j the unfair competitions, it is

ne'cefg:s'ar'y-,' for",:: .us to grasp satisfactorily the re­

q~f{-~~nf~:/JSF,'):heprotection and some problems .

.~llrthe~.~:: if" one leav7s imitation by thi~d.:":,,f,~~,~~e:~.
:alone,.,for ,~' Lonq 'time, ~he distinction b'et~~~~- th'~

l:>r~gin:~:7:,.~n~,t~~~, i_~i;,7~:,~on becomes:",~,~~cu~:e,,',',' a~,?,
consequ~~il;.~:tf,l~·i:e. h~pbens a doub't,:,that:: 'the' c'o'ii':ii+

'" ,,," ,', ' __ ' , ,,", __. h"" "" ,,', '. ,_" -' '.- .", ", , .-'.', " __.',, ,,' ',,"

g.lj:t-a.:t1o.i1",?''oul'(j__' ''hot, be protected under Unfair Compe­

"'tt tion:-':p~'~ve~ti~n Law. To such a point also,

:a'ttetitTon -ahou.Ld- :be'·"'p'aid.
±h~-' p~es:~n:'t' i:~w does not always exclude unfair

",;.0¥1~,e'~,:i,~:~(),i1"'~~:~:~:~:f,:~tcfbr.ilY,including 'case s- dE :the'
"~~;i:~';ti;9~':'of-:~,:9,9,nj:i:gpp?ttion, and moreover, there are

iri~~>,.";amb:t<ir~~~:~,,::P'Oln,.ts~>in the practical affairs.
":s~o:,- we w~utd: iike to expect further progress of'

;·t)1.ese:;'pf6b,lefus·' in:: t-hebry, jUdicia'!:: ·pr'eded'etits'-';ancl

i~gI~;la:t,i,o{{'~,~.. :, "

5. Conclusion



7 IISpectacle frame (Ny1or) "

Tokyo District Court, June 28, 1974
denied (not well-known as
claimant's Indication)

Date of· Decision, Judgement

Toj{.yoD.istrict;,Court, S,ep. 19, 1958
Tokyo High C()urr-, May 23, 1963

Secondaryissue"of similarity of
container for packing

denied
(Whether "Toilet Cleanser ll

.w:as·,:a, trademark or not, was
the main issue -- common
naI1le. )

Osaka District Court, May 30, 1960
-~ denied (not well-known}

Tokyo District court, Aug. 31, 1965
-- denied (not well-known)

Tokyo District Court, March 9, 1973
-- successful (the first case)

Maebashi District Court, Nov. 13, 1975
denied (container: not
well-known)

Kobe District. Court, Feb. 29, 1960
Osaka High Court, March 29, 1963

denied. (not-weLj.e-known)
(not works in Copyright Law)

TPJ<Y9:-, D.i,.E:it:_:r:~9:t: .99urt,,)'Iov. 22, 1966
denied (a +esult of tech­
nical: :funcfrOri) :

.Qs,?J<.a·pist,r.ic,t Court,:June 29, 1966
Does Color (mono-cblor) itself
fall' under:' II 'tnddcet fbn II? As
g~il,e.:r,~l",i,~.:3.:r.k:$';:.:3.ff~:¢riled.

-- de~ied (not discriminative)

Judicial Precedents

"Chow rnei.n"

IID011s 11

9

5 "Orange,: rolJ-,e.,t:'''

2 "Pas Lp.rLnt.er "

8

4 "Wireless microphone"

3 "Jo.1J.nalizing.~oard

. for "book-Jceepdnq"

No. Name of Case



No.

10

11

Name of Case

"Kamen Rider"

"Batten manufacturing
machine"

Date of Decision, Judgement

Tokyo District Court, April 28, 1976
denied (not well-known as
plaintiff's indication)

Kanazawa District Court, July 15,
1977

12

13

14

15

16

"Accounting slip"

II Handbag (Chciriel) II

IIBalance for cast fishing"

IIRound can for packing
spice"

"Mosquito stick
fumigator II

Tokyo District Court, Dec. 23, 1977
denied (a result of technical
function)

Tokyo District Court, May 31, 1978
-- denied (not well-known)

Tokyo District Court, Oct. 30, 1978
-- successful

Osaka District Court, April 18, 1980
successful (color combina­
tion and designs of container)

Osaka District Court, May 20, 1980
denied (a result of
technical function)

rRANKUN .. PIERCE
LAW CENTER LIBRARY

CONCORD, N.H.
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The permissible patenting
_." ,- ',' , ., ; ~'... '

not pelCsuaded by the

The U.S. Patent ,and Trad~mark

101 of

Supr,eme. Court
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Office has announced it wil,l resume examination qf appli-
,- ',- ,< ", .... , " ,-" .,- ..,. .,'- "'-'." --,. ',:,- ,. '.- " ~ ,", _... ,',' ,

SCIENCE FICTION COMES TO THE U. S. SUPREME COURT: MAN-'
MADE LIVING MICROORGANISMS ARE PATENTABLE SUBJECT MATTER

and inani.;mat_e,~,~~!1,g.~".?lft :b~_,tween ,]?,roqucts o f n~,~ureJ

Jay L. Chaskin
General ~lectric Company

law. The U.

to genetic e.t;l_g~:r?:e.~,r~~g and "r.esearch .,desj;>ite ,.the cautLon

expressed by some organizations.

of micro~~ganipms is .exp~ct~d to,provi~e~urther incentiye/- ," .'" .. ,'" "', .. ...' ._, " " ,.... . "." ". ". "··;·::::c·'

cations claiming a microorg~nism.

whether livi"J;lg or n9,tk "anq human made Lnvent.Lons . A ,re­

quirement u9f"fo:_~,ee8:.~,~1~,~,~of Lnvent.Lons conflicts with

the core concept of the patent law that anticipation
", ,"', .", " ,--I " ,'-",.' '-,-, ,."., ,"'-'- .. ,- ,.,' --,,"'" .., -, .. ' '··,.f'-

arguments that, the enactment of the Plant Patent Acts

preclude~ p~t7nting ~ivingthings and micro0'Cganisms

cannotqllalify, as ),atentable subject matte", until the U. S.

Congre~,~; ~~pres,s~_y aqthor~zes ~ychJ2_rot::ction. The, Court;

stated that the relevant distinction not between living

undermines,pate~ta?ilitY



SCIENCE FICTION COMES TO THE U.S. SUPREME COURT: MAN­
MADE LIVING MICROORGANISMS ARE PATENTABLE SUBJECT MATTER

The creation of new life forms has long fascinated

philosophers and religious leaders. However, in the

twentieth century and particu.la.rly intheiasi decade,

the creation of li.fe forms has also1>ecome the subject

of science fiction and research throughthitechnical

discipline known as genetic engineering. In the United

States athi.rdfactor, pateI'lts ,hasI'lowbeen added to
';,->',j .,' '.,':: ':', -' :"':-:> :::.,::": ',.. :,:.. .:,

the convergence of science fiction and genetic engineering'.

This is the result of a patent application filed on the

invention made by Ananda Chakrabarty, a micro-biologist

working at the Corporate Research & Development Center

of the General Electric Company. In 1970 and 1971

Chakrabarty was investigating the possibility of im­

proving the known crude oil degrading characteristics

of certain bacteria. As a result of Dr. Chakrabarty s

researdh eli'oii's a n~~'::~:tr:~'i:ri: 6f':~-a~:t~:~i~~~;~: created

which was abie to degrade most of the various hydro­

carbons that constitute crude" oil. That same bacteriuci'

moreover, was able to pass the ability to degrade crude

oil onto its descendants.

In contemplating the preparation and filing of

the patent application, the General Electric patent
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attorney recogniz"dthat the'cl.a.itns ro !:he micOrorganism

itself would· probably be r"Jec:tedbec.a.use Und"r the

preva.{ling' view, l"su2h microorganisms were a product 6£

nature or alive and therefore did not fall within any

of th" four p"rmissil>le st.atut.ory classes of process,

ition , it was believed that the method of preparing the

m.icroorganism was going; to l>e challenged by the Patent

Office for the same reasOns as the prOduct. 2 Claims

directed to the method of using the microorganism were

also contemplated but no objection was anticipated fOr

this type of claim. TWo patent applications were filed

in the United States on· June 7, 1972. The first appli­

cation contains claims to the method of preparing the

bact.e r Lum, -the 'hacterium':--'per's'e a Lone: d£'as andnocufum

and the combination of the bacterium with 'a carrier.

The second aPll1icatfonis directed to a method claim for

using a microbiald"gradation Of a compLexvhydro'car'bon

source wherei.ll'a de'ffned:inic:roor'ga.nisln is' brought; iI1:to

contact· with the hydrocar-bon sOtirce. Both appli'cafiOI1s

1. Dicta. by Mr. Justice W:O. DougLas in Funk Brothed;
Seed Co. v. Kala Inoculant Co.. , 333 U,s .. 127, . 130. 76
U.S.P.Q. 280, 281 (Sup~ Ct. 1948); see also In reManc:~.
499 F,2d 1289. 1294. 182.U,S.P.Q. 303, 306 (C.C.P.A.174).

2. Se.e Ex parte Arzber~er, 155U.S.P.Q. 286 (P,O. Bd.
App. 1966). This case s ould not be confused with the
muc~ earlier ~as~, ~f t~~, ,~ame,_ nam: '; I~, re Ar~berger,
122 F.2d 834, 46 u.S.P.Q.32 (C.C.P.A. 1940) which
held claims to a microorganism unpatentable under the
plant patent act.
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Both a,ppJ:L.Gatio~,~_,:l,"~Ciite,..th~,1:.; .the .. inY~,I!_t,~o~,,,cotl,?ernp;

pl~smids or ,extra-chromosomal elements which are believed

Th", plasmids

For tJ:lis r",a~onl'iolpg:i.c::"lc control

are hereditary units which generally,are not essential for

cell viability. Th"" applications emphasize that if micro­

organisms containing multiple compatible plasmids could

be made possLbLe., t,lle. economi,c. ~~.q" enX~r0!1¥l:~Ht;~l:-~l:Ilpact::

of such a development would be vast. For example, there

would be immediate application for such versatile microbes

in t.he P;9pu,~.-~~pnoJ ,p;~:~.~in,~,<JJ;0lll J:ly',clro9a:r;~'p~u;..-j,:,.In:'?:~~a.I;ling

up oil spills; and in the disposal of used automotive

lubricating oils.

:the: .tmpQX ~·a.H t;,. p~;"as,~,: -te.?- ··P..~-f~IIl;~b~r}~.cl.~: .~'~':" .~:'8;, •. .sLngLe

micr;po.:rg;titlis!F; C-:?l2-S~~Il,+ng~'-:ll.t_:i::p l.~,;-.,?oIAPa, t LbLe p.Laatnf,ds,-.','

In the prior art mic,;obial strains were known that could

decompose i1?-diyi4:ua1 ppIp.p.open:ts, '9.,f c rude p,il, ~l:10}Ye.Ye;r;,

any given microorganism could unfortunately degrade only

of bacterial strains,' each capable of degrading a single

component of the oil complex on'the'theory that the

Gumulatiye':9~g::r~ci¥t:{§e-:_k'~t:~on:~'-'~:~o#'id~(nlsilIUe :t:~Ea:9'~'1 and

:rfacit.e t:ha,t. .t.he Jni<7rocp;g~~:l-~.,s~~ are .unLque j t.hat; theY:,J:~a.'\,r.e

been developed by the application of genet.Lc engineering

techniques; that official culture deposits of the bacteria

have been made and that the bacteria is a living culture.
' '-.,.- '" '.. . . .. '.' ',-', --.' , .', ' - '.' " ,". ,,'.

a partLcular. componenr,



convert it .to ce.l.L'ma's s-whd.ch- cbtilai':then.' s er-ve' as. 'the

food for fish and p l.ankt.on; However ,sincebaeterial

'strains differ f rorii one another' (1) in their rates of

grow,thon the,varioushydrocarbon;comjionents Or' (2) their

-nutritional>:requirement:s;'::,or'::::(3) in:, their:: resLstance to-

use of a mixed culture leads to the ultimate -survf.vaI of

only a portion :ofthe'initialcbllectibn' of bacterial

strains. As a result,;' when.a. mixed culture' of"hydi:''Ocafbon

degrading bacteria, .ane deposited on anoilsjiill;the 'bulk

of the,oilbftenire11lains unat.tacked fbralbngperiod

of -,time;;~:for example, -'weeks, >and::is free to spread: or,"s;ink.

Earlier attempts by Dr. Chakrabarty" to locate more

.t.han -one- plasmid,:in",the:, same ce'll were':':suc'c'e'ssftill -but

the cell was "unstable because of 'plas11lidincompatabiHty.

The problem :ofplas11lidinstabiHtywassblVe'dbybfinging

about; fusion bfthe,plasmids.in their,redipieht 'cell and

this is what the ,two app Hrca'tidonsrdds c'Los ed 'arid dfai11lecl.

It,was therefore nowpos'sibleto 'genetically create a"

biological.:strainhaving'· the' single .cell) capabTlity fOr

multiple degradation of, comp'Lexihyd'rocarbons. Such'

microorganism capable of'.simultaneouslydegra'dlngth"

aevexaLvcomponents of crude oil degrades an' oil SPill'

much mor e.: quickly.', for'exampTe',:~-days'~'iris tea.d: cof'weeks,/'

than a 11lixed culture and also bririgsabout>the'cbalescence

.of ;the remaining oil por.t tons in Large drops: This . rapid
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biological action minimize.s spreading o.f. the oil•. thereby

enhancang.. recovery of the coalesced residue.

As noted.earlier two patent applications were filed.

The second application directed to the use of the bacterium

for d"gradingacomplex hydrocarbon source met with little

prosecution. difficulty and.matured into U.S. Patent No;

3.813.31§onM<;y28. 1974. 'l'he first application. claim­

ingthe .bacteriumitself.and itsmethod.of preparation

e~~q~nt~red ~~erous.prosecutionproblems. The patent

examtner :reje<;ted.'all of the ,microorganism claims 'as .not;

be~_~gwith~none of the .cLasses of Lnventri.onvenumenat.ed

by the statute because the claims are directed toa product

of nature. The patent examiner also rej ected some of the

method.of preparation and. the combination claims reciting

the.bacteriaanda. carri"r.butalsoindicated that some

of these claims r"cited allowable subject~atter. After

'a.1ll"nding the·claimsthe applicant argued that the organ­

.:j.smsdisclosedaredifferentinkind.and not in degree

becaus.eof a.fundamental alteration of the parental cell

as.vcompaxed ):.0 the naturally occuxr.Ing article . Therefore •

the. c Ladms reci.tea:manufacture, or a, composd.t Lon 'ofimat t e'r

both of which are statutory classes. The patent examiner

allo,.ed the claims .t.o ·the bac.teriaand. carrier .combination

and. the method of preparation but c6ntinuedthe rejection

of themicJ:'oorganismclaims.adding that if the the patent

st.atute were to .incl)ldeliving microorganisms there would
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have .. beenno,needforasepa:rat~ s catute , the Plant Acts J 3

which pemitted patent protection for certain kind of plants.

On appeal to the Patent Office cBoard of Appeals ~he

applicant pointed out that. according to judicial decision4

the definition of plants in thecPlant Acts specifically
'c. cc.c.... cc.c.c .....c..c.... ,. ".c.·... cc

excluded bacteria and that the product of.nature rejection

is ove~c:()m~, by trhe .examd.ner ' s oWI1,adInission that: the

organisms are artificially created. The Board of Appeals

decision indicated that there was no precedent on whether

living. organisms are patennabLecsubj ect,--matter·;, .nevert.he­

less, .t.he Boaxd adopt.ed.vthe patent examiner's view of the

need for the Plant Acts and generally his interpretation

of the pemissible statutory classes of invention. The

Board of. Appeals didcnot, however, rely on the product

of. natur" argume11.t,but Lns t ead held that if a living

mt.croorgantsmwas withiIl; the at.at.ut.e , it would be::p'ossible

to obtain a patent on higher order biological species

including ~ammals, such as human beings. The Board of

Appeals did not believe that the United States Congress

when enacting the patent statutes could have intended that

result.

3. Plant Act, Pub. L No. 245,46 Stat. 376.(1930).
The Plant Patent Act, in 1952, was incorporated into Title
35, Patents, of the U.S.C. as Sections 161-164. Also the
Plant Variety Protection Act of 1970, 7 U.S.C. 2321 et seg

4. In re Arzberger, 112 F.2d 834, 46 U.S;P.Q.32
(C.C.P.A. 1940).
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reversed the
'" " " 6s acond :consi deration
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596 F.2d 952, 201 U.S.P.Q. 352

5. In re Chakrabarty, 571 F. 2d AO,
(C.c.p;A.1978)';v,' .

Thehasic question preseIlted'dutingthe'fuither

by the barest majority of three to two,

Patent Office Board of Appeals. In its

Botihrargument s we"r-e ;·'ri.6t"consideied ';pei"suas:Lve by ,the

Courtvof Cus't'Oms atid::Pa;teri~t Ap;p:e'als;':"~h.6 twi.'6'e "consLdezed

the Ease arid 'by' the UIlite'dSta.tes'StiPieme'couit. lnTEs

first decision5 the Court of Customs and Patent Appeals,

living things; for if they did, the Plant Acts would have

been'unnecessarY;-' Second. :that: micr6argariisIri~cannot:

qualify as patentable subject matter until the United

States Congress expressly authorizes such protection. 'The

basis for this arguemnt is that gene tLc technology was

unfores'~'en'when':th'e pateh.f>, st'a'ttite "was enac t'ed and that

the judiciary should Ilot extend pat.ent; rights into such

6.

- ,.

appeLLat.e review to the United States Court of Customs

aIld Patienti-Appea.Lsvand HIllin}' the Urif.t ed Stat"s Supreme

:<Court: is --' the <determil1.8. ti()n'::'wheiher a"live;';' humanmade

micto6rganism is:paie!ldlbl~ siibj ect"matter' under -uhe

patent law of the Uriite,!' States.' IIlsuI'poi-1:'of the govern­

ment 1'1:1 :negative view two ;arguriierits"-were';;pre~enfed';: First

'theenactmerit of the PlaIlFA2ts indi2ate,lthat the terms
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This second decision by the Patent Appeals Court

microorganisms.

four to one, all of thedecision was by a majority

pe~is-s''ib'ie 6i'asses '-:o'i -inventfon in a patent application

the Court of Customs and Patent Appeals, by a majority

off~tif'to oneJ:";a:dhered" to<th~' 'fi~~-t d~cision and concluded

that the Supreme Court's interpretation of the statutory

classes of invention.

'- ':".: ',' .'.::',-.. :- -./ -: .: -.} .: ."> -:
a distinction without legal significance. Although the

strued the purpose and tntent of these statutes. As to

the second argument concerning the extension of the

patent statute to unforseen areas the Patent Appeals

Court stated that wh~ther th~'microorganism is alive is

In the most easily understood language possible the second

decision of the Court of Customs and Patent Appeals re­

jected th~ two. government arguments. As to the first

argument concerning the Plant Acts, the Patent Appeals

Court indicated that the government had improperly con-

7. Id. at 973 and 371.

judges of the Patent Appeals Court were unanimous in holding

that it is not necessary that Congress shall have foreseen

a new field of technology to bring it within the s t at.ut.ory

(including the majority, concurring and dissenting opinions)



is about 136 printed pages and about 40 pages in the

United States Patent Quarterly and is thus the longest

opinion ever rendered to date by the Patent Appeals Court.

A lengthy part of the opinion is directed to the purpose

of patents, the basis of the patent system in the United

States Constitution and a carefully worded analysis of

the United States Patent Law. It was clear that the

Patent Appeals Court expected the United States Supreme

Court to review the decision, otherwise there would have

been no need for this part of the opinion. 8

As expected the government asked the United States

Supreme Court for a review. The principal reason urged

by the government for requesting the review is the statement

of the Supreme Court in the computer technology case that

the Court must proceed cautiously when asked to extend

rights into areas wholly unforeseen by Congress. 9 In a

June, 1980 decision by the barest. majority of five to four,

the United States Supreme Court rejected both of the

government I s argument's. 10 Regarding the government's first

argument of the enactment of the Plant Acts the Court

stated that the relevant distinction was not between living

8 .. Pa~ents_ onMicroorga~is~s, Gershman an~,Scof~tta,
21 IDEA: . The·JournaloI Law and Technology, No. 1 (1980) ,
pp. 21-22.

9. Parker v. Flook, 437 U.S. 584,596, 198 U.S.P.Q. 193,
200 (Sup. Ct. 1978).

10. 206 U.S.P.Q. 193 (U.S. Sup. Ct. 1980)
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and in.anima'te"th:Lngs, hut between 'products'o£ nature,

whetherlivirig or not, .and human made inventions. In the

Chakrabarty application the microorganism is the result

of humariingeriuity and research. Hence, the Plant Acts

do notstipport the government's position. Regarding the

g~v;friri;~rit;~··;;~tirid~~;:g;;~rit'6;'th~ un;6'i~';~'~~6{1{~; ~f'

genetic technology, the Court observed that a rule that

unanticipated inventions are without protection would

conflict with the core concept of the patent law that

anticipation tiriderminespatentability.

This decision by the United States Supreme Court is

believed to be the first time the Court has affirmed a

jtidgment of the Court of Customs and Patent Appeals on a

question of statutory construction and agreed with its

determination that the Patent Office was wrong in refusing

to grant" patent. It is also believed that this decision

by the United States Supreme Court is the first time since
. .... . ••.. •.... '., ····11

1966 that the Court has favored the patentee.

The decision by the United States Supreme Court has

been critiCized as forshadowing the doom of human beings. 12

In this connection it should be emphasized that the subject

matter of the Chakrabarty invention is not recombinant DNA,

11. EuroEeanIntellectual Property Review, page D-202,
July, 19 0

12. Brief Amicus curiae by the PeoplesBllsiness Commission,
Washington, D.C., before the U.S. Supreme Court,

~89-



the microbiology of mankind. 13 There is, of course,

belief that the Chakrabarty decision would be the

necessary legal precedent to a judicial finding that

recombinant DNA technology is permissible csubject matter

for patents. This however, is a decision for the not

too distant future. Applications care already pending and

already in the course of examination which are specifically

directed to recombinant DNA technology.14 The Patent

Office announced in August, 198015 thatit will now resume

the examination of patent application~ claiming a micro­

organism. The announcement indicated that. assuming the

product itlvolved was the resul,t of human, intervention and

not a product of nature a claim t.o tJlta~ic:~pprgan,i~~,,~~11

not be rejected as unpatentable subject matter simply

because the claim is not within the permissible classes

of invention. H?wever, unl.Lke JapaT1 , I the, U.?_ Patient;

Office has no restriction on the type of microorganism

which may be claimed in a patent application
c.

16 The Patent

Office can be expected to deny patentability of such

applic~tions o~ other grounds for example I nOv~ttr~ut~l~ty,

13. Brief for Respondent Chakrabarty before the U.S.
,Supreme Court; p.' 25.

14. A patent application filed by Dr. Stanley Cohen, Stanford
University, and Dr. Herbert Boyer,c Unive~sity of Ca~ifornia,

San Francisco, isawaitingactioncby the PatenrllndTrade­
mark Office. The patent application is directed to the
most basic techniques of recombinant DNA or gene-splicing.
The New YorkTimes,June 17, 1980. c c

15. 997.0.G. 24 (August 26, 1980).

16. Japan Patents & Trademarks, No. 25, pp. 1-2, The Suzuye
Institute of the I.I.P.R. (1980).
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or non-obvt.ousness ," in order: :t6'have'the "s'cope,of::the

Chakrabarty, .decision narrowed.

The progress of the'Chakrabarty case -through the courts

did not> go. unnoticed by the public- or the' patent profes s Lon-,

When. the decision by thePatent·Appe>als· Court was' announced

significance. of the decision in greatde>taiL Several

pacentnLaw. as socf.atdons., unLver sLt.Les- and companies con­

duc.tLng gene tLc. research an'd';engine'erihg~ pi.lblie'intere::sti
:

groups, industrial' and scientifiC. assocd.atLons ahd';sb'cietie'g

each filed briefs·as·friends-of·the court whUe> the' case

was pending before the Patents Appeals'Collrt and later

the U.S. SupremeCourt.P In general; alle:Kceptth"

public-interestgrgups-urged that patentsbe'perinit1:edfor

genetic engd.neexedspxcduc t s ; The coiitrrovers Lal.-nature of

genetic enginee~irig::,and:legitimate concerns', over "'Safety

have-probably complicated the rational resolution df this

issue. When the Supreme Cour t : decided the >Chakrabarty case;

the decision was reported on the front page oftheniajor

newspapers throughout .the 'United States.I8

17. Beforethe>C;C.P,A .:.the amici wer"-Uni,,ersi1:Yc>f
California, A.P.L.A., and Genentech, Inc., South San
Francisco, Calif. Before the U.S. Supreme Court, the
amici were The Peoples ,Business Corrnnissi()n~.. ":Was,l1ington,, D.C: ..-,
N. Y.f>.L;-A~'i,'Pha'I1llac'eutical:~nufacturers,-'Asso9iati(>1~f'" AIDer,iean
Socie:ty of,:Biological. .Chemd.sts-; :The, ,Association .ofArilerie'aJ1
Medical Co11eges ,:,.- American :Couneilort':Educa:tioh,:AIne-,ric.'an,:'
Society for Microbiology and the amici whoappeared in. the C.C.P

See ,forexample,fheNew iyoik'l:imes,' -J~de 18, J.980.
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If one were . to look. carefully , .•it .Ls somewhat sur­

prising to find the Patent Office wishing to reject the

pal:e-;1tapplications which ··claim:microorganisms.,: -'alive "or

<iead, as being nonstatutory. After allthePatent.Office

has granted patents. in the past on suc:h microorganisms and

even matnt.atns .~pecific<patent suh- cd asses ,f9rsearching-,

examination . and cLassd.fLcatri.on of. prior art· patents. 19

One rationale for seeki'l1g the apparent reversal ofa long­

standing practice of granting patents.on.living thi'l1gs can

i>e suggested by·thePatent Office consideration of patent

applications claiming computer program technology. I'll

the past 4ecade the Pate'l1tOfficehas been totally successful

at the Supreme Gourt and often successfuLatthe Court

of Customand.Patent Appeals in pr"venting the patenting

of comput.ez .programs. This success has .been rbased.ron the

same argument used in the genetic ,engIneerIng case; .t.hat;

is,th,, subject matter is not within the Permissible classes

of. invention,z° It.should bemotied; however,thatin the

Chakrabarty <;ase t!)ePatent Office allowed the combination

claim of the bacteria and a carrier while rejecting the

bacteria per se. I'll the computer technology cases the

Supreme Court.has held .that .the combination claim of. the

,1,9. '" Glass'A24,. ,,''',compos{ti-ons '. ,containing microorganisms,
either. aliv;e, .dead or attenuated", •subclass 91 ,class 424
IIwhole.l:i.vemicl:'oo:rganismsor.,virus.,cdntaining'.'..

20. See. for example, Gottschalk v. Benson, 409 U.S. 63, 175
U.S.P.Q. 6]3 (Sup. Ct.197Z).andcase thereafter Citing Benson.
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reasoning were applied in the Chakrabarty case the Patent

claim to

an inoculum.a

Office should not have allowed

engineering, the answer now can only be that we are on

computer program and an obvious mechanical feature did not

transfom the claim from being non-statutory into a claim

whi.ch is permissible subject matter. 2l If this same

21. Parker v.' Flook" supra, note 9 .

22. See ,forel<.'!JDple'>amorig others ,Diamond v . Bradley,
600 F.2d 807, 202 U.S.P.Q. 480 (C. C.P.A. 1979) and
Diamond v. Diehr, 602 F.2d 982, 203 U.S.P.Q. 44 (C,C.P.A.
1979) to be considered by the U.S. Supreme Court in the
October 1980 tem.

the threshold of many discoveries and many questions. It

is reasonable to expect that a vast number of plasmid

hydrocarbon degradative enzymatic reaction sequences remain

Despite the Patent Office's apparent successes in

computer technology, applicants have not been discouraged

and hundreds of applications have been filed and applicants

continue to seek a review of Patent Office decisions

rejecting manYof these applications .22

If one were to ask what is the future implication

o£ the Chakrabarty deCision and the impact of genetic

undiscovered. Therefore, still more new and useful single

cell organisms can be prepared which are able to degrade

even more of the large number of hydrocarbons in crude oil

and provide a considerable improvement in the synthesis of
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proteins from carbon containing substrates. There is of

course, no reason to expect that the only pl~smids are

General Electric patentother inert compounds.

23. Battelle Laboratory, Columbus, Ohio, using genetic
engineering techniques, have developed bacteria that ingest
the compound 2,4-D, a",defo.Iiant,:"and then becomes an '
innocuous product that may be converted'intosalable
items, such as, fertilizers. 'The::New,YorkTimes "July 22,1980
p. C2

24. Gershlllan, supra; note :8,atZ}728,

those that specifydegradative reactions for hydrocarbons.

Conceivably plasmids may be discovered that will provide

requisite enzyme series for th~ degra4ation ~f envir~nmental

pollutants such as insecticides, ,pestcides, plastics and

applications are indeed quite modest in assessing~he

impact of genetic engineering. TheGener~l Electric

patent applications do not involve the use of recombinant

DNA techniques. Nevertheless, genetic engineering has

profound implications in many fields of technolog~,

particularly in the biological, chemical, pha~c~~tical,

<,«< '2.4
medical and agricultural areas.

Now that the Supreme Court has approved patenting

of some kinds of altered microorganisms, sho~ld the law

be modified to preclude exclusivity or monopoly over

microorganism? How will the patent law affe9t public

research and knowledge and should the law be modified to

address the concepts of ~rade secret ~~fo~~ion concerning

microofganisms? To what extent does patenting ,actually



foster genetic research and should genetic engineering

r esear-ch be fos~ered ..bY the patent law? Is there any

area':'6f genecfcrreaearchwht.ch should have secrecy provisions

comparable to those in nuclear researchwhidh block'the'

publication of Certain'patents? These are difficult

At General ·Electric, we believe that patents are

important and that a strong patent system is essential to

maintaining technological strength and leadership and to

help meet economic competition throughout the world.

Regardless of whether patents are pemitted for micro­

o'rganLsms , internati6nal:research wilL·continue in ;the

fast moving field of molecular biology. If patent coverage

were unavad.LabLevuo this' technolog'y/inventorswilLtnaintain

t.heLr innovation's-as-tradesec~~tsrather:than, dd sc.Lo se

incentive and encouragement foro:an:,extremely:~importantworld-

wide "research. effort to provide better understanding of

fundamental biological processes that promise significant

improvement to thehumat1 condition.

them, a development we view as. undesirable. Being able to

patent the results of this type of work will lead to greater

exchange of ideas, fewer trade secrets and more rapid

application for the good of people. General Electric believes

that the opportunity to obtain patents will provide an

and COpYri§ht Journal (BNA) , No.
and No. 49 , August 8, 1980,

25. seepatentgTrademark
486, July 3, 19 b,p. A-19
pp . A-8toA-lO.
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III
!,n cases.or statutory construction webegin.iof course, with

the language of the statute. Southeaster/; Community College
v. Dcois, 442 U. S. 397. 405 09(9). And "unless otherwise
defined, words will be interpreted as taking their ordinary,

v. States,

t Bergv involved a pat-ent application for II pure culture of the micro­
organism Streptomyces tiel/om found to be useful in the production of
Iin~omycin, an antibiotic.

S This case doe!!not involve the other "conditions and requirements" of
the patent Je.....s, such as novelty and ncnobvicusness 35 U. S. c. §§ IOZ,
103.

tended to ooverIlvlng things such as these laboratory created
micro-organisms..

The Court: of Customs and Patent 'Appeals, by a divided
vote, reversed on the authority of its prior decision in In re
Bergy; 563F.2d·1031 (1978), which held that "the fact that
micro-organisms ... are alive .•. [is] without legal signifi­
cence'v.for 'purposes of the petent Iew.' Subsequently, we
granted the Government's petition for certiorari in Bergy,
"acate~ the judgment, and remanded the case "for further
consideration in light of Parker v. Flook, 437 U. S. 584."
438 U, S.90~ (1978)~,TheCourtof:Customsand Patent
Appeals then vacated its judgment in Chakrabarty and con­
solidated thecaSC'with Bergy fl)rreconsideration. After
re-examining both cases dnthe light of our holding in Flook,
that court, with one dissent, reaffirmed its earlier judgments.
~ F. 2d - (1979).·

The Government again sought certiorari, and we granted
the writ as .to both.Bergy andChakrobarty. ..,.,...- U. S.­
(1979). Since then. Bergy has been dismissed as moot, ­
"U, S.~ (1980), leeving only Chakr{lQa.rtYJor .decfsicn.

II
The Constttutlongrauts Congress 'hr~adpower to legislate

to "promote the Progress of Science and the useful Arts, by
securing Ior.Hrnited.timesto authors and inventors the exclu­
sive right to their respective writings and discoveries." Art. I,
§ ,8. The patent laws promote this progress by offering inven­
tors exclusive rights fur a 'limited period as all incentive for
their inventiveness and research efforts. Kewanee Oil CO. Y.

Bicron Coro., 416 r.s. 470.480-481' 'c19(4);Fniversal Oil
CO. Y. Globe Co., 32'2 r. K 471. 484 (1944). The authority of
Congress is exercised in the hope that "[t]he productive effort
thereby fostered will have a positive effect.Oil society through
the introduction ofnew products and processes of manufacture
into the economy. and the- emanations by way of increased
e:mploywent,audbetter ,lives for our .cltiaens." Kewanee,
supra; at '480; .

The question beroz:e us in this case)sa narro",' one ofstatu­
tory-interpretation requiring' us 00 construe 35 V.-S. C. § WI,
which provides:

"'Vhoover invents or discovers 'any new and useful proc­
ess, machine, manufacture, or composition of matter, or
any new and useful improvement thereof,may obtain a
patent therefor, subject 00 the conditions and require­
ments of this title.'!

Specifically, we must determine whether respondent's micro-­
organism constitutes aj'manufacture' or "composition of mat-­
ter" within the meaning of the statute.'

On Writo!., Certiorari to
the United States Court
of Customs and, Patent
Appeals.

I
In 1972, respondent Chllkr~bart~,a microbiologist"ji.l~d it

patent application, asaignedto the General Electric Company.
The application aSSE'rte~ 36 claims related, to9~akrabarty'~
invention of "a bacterium from the genus'Pseudomonas eon;;;
taining therein at least two stable energy-generating plaemlds,
each of said plasmids providing. e.cseperate' hydrocarbon
degradative pathway." 1 This human-made, genetically engi­
neered bucteriun?-" is,:capable_or~r~aki~g,down lfIu1yple,_t?OmM

ponents of-crude oil. Because of this property, which is pos­
sessed ',~rn(),n~turally .occurring "bac~:eria,. Chakra~art!'~

inventionis belle\:ed tohave significant value for'thetreat­
ment of oil spills!

Chakrabarty's patent :claims 'were of three' types:-first;
process claims for the method of producing. the. bacteria;
second, claims for an.lnoculum eomprised'of a carrier material
float-ing on water, such as straw, and the new bacteria; and
third, c1sjJllsto_~he,bacteriatheJllselves., "The patent examiner
allowed the claims falling into the first two categories, but
rejected claims for the bact-eria.His decision restedentwo
grounds: (1) that mlero-crgauisius are "products of nature,"
and (~}:,that .as living-things they are not..patentable subjec~

matter urider35 P. S. C. § 101. "
Chakrabarty appealed the rejection of these ,eI~i!flsto. t~e

Patent Office Board-of Appeals, and the Board affirmed the
Examiner on the second ground." Relying on the legislative
history of -the 1930:.Plnnt Patent_Act;' -in .whieh Con':
gress extended pat-ent prot-ection t-o certain asexually repro­
duced plants, the-Board 'coneIurl.edthat, §)Ol,'~:asnot: in-

Full Text of Opinion

~IR. CHIEF JeSTICE J3t:"RGER delivered the opinion of the
Court.

We granf.ed,~erHorari-t(),9E'tE>rInine whet~er, a Jive, human­
made micro-organism is patentable subject matter under 35
U. S. C. ! 101.

1'0. 79-136

1 Plasm ids are hereditary units phy~irally separate from the chromo­
somes of the cell. In prior research, Chakrabarty and an asscciete.dis­
covered that plasmids control the oil degradation abilities of certain bac­
teria. In particular, the two researchers discovered. plesmids capable of
degrading camphor and cctene.jwc components of crude oil. In the .....ork

represented by the patent application ut. issue here, Chakrabarty disecv- ~~;~;~j;~~~~]'~t:::~~;~~:eL~~j;~,~~~;~:,:i:~~:ered a pfOcess~~: which Jour differe~t,pla>;iIlids" capa~l_eof,degradingJour .•..•.~~U.O.-"
different oiloomprml'11tsi,ro\l1d be Imnsferred :t.oimdmain~ained stably.in .• "should
a single PseudomollM bacterill, whirh it::;elfhas,no capacity for degradin&
oil.

.!_-\Lprt'$elll ,-biulogiral"centrol.cf.oll. spills-requires-the-use of-n ,mixture
of nllltlrllHr occurring barleria, each c'lpablE' of degrading one component
of the oil complex. In rhie .....a)",oil i~ (/('I"umllo~('d into eimplr-r substances
w hid) can :'l'TW as food for aquatic bfe. However, for various reasons,
only a portion of any such mixed culture ~urd\'es to attack the oil spill.
By breekiug down multiple components of oil, Cbakrnberty'e micro­
organism promiH'" more efficient "lid rapid oil-spill control.

, The Boord concluded that the new bacteria .....ere not "products of
nature," because P~cudomQ7HJ8 bacteria containing two or more different

_~e!ln:~Jl:'ne~.1tillg plasmids are n()tnaturllll~:oecurring.

Sidney A. Diamond, Commissioner
of Patents and 'Trademarks,

Petitioner,
v,

Ananda M, Chakrabarty et aI.

l[Julle 10, 1980]
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Guided by these canons of construction; this Court has read
the term "manufacture" in § 101 in accordance with its die­
tionary definition to mean "the production of articles for use
from raw materials prepared by giving fo fheee materials
new jorms.: qualities, properties, or. combinations whether ·by
hand labor or by machinery." American Fruit Growers, Inc.
v. BrogdexCo., 283F S. 1,,11 (1931); Similarly, "compoel­
tion of.matterv has been construed consistent with its common

to include "all compositions of two or more .eubetences

gases, fluids, powders, or solids." Shell Deo. Co. v..Watson,
149 F. Supp. 279, 280 (DC 1957) (citing 1 A. Deller, Walker
on Parents 114, p. 55 (1st 1'&1937) ).. In 'choosingsuch expan­
sive terms as "manufacture" and "composition of matter,"
modified by the comprehensive "any," Congress plainly con.
templated that the patent, laws would be given wide scope.

The: relevant legislative history also supports a broad con­
struction... ·'I'he . Patent .Act of 1793" authored. by Thomas
Jefferson; defined: statutory subject, matt-er as' "any new and
useful. art,machine, manufacture, or. composition of matter,
or any new or useful improvement [thereof]." Act ofFeb. 21,
1793,ch. U,§l,l Stat. 318. The Act embodied Jefferson's
philosophy that "ingenuity-should receive a liberal encourage­
ment," V Writings of Thomas Jefferson, at 75-76. See
Grcham v, John Deere Co" 383T. S. 1, 7-10 (1966). Sub­
sequent patent statutes in .1836, 1870, and 1874employed this
same broad language. In 1952. when the patent laws were
recodified, Congress replaced the word "art.. with "process,"
but otherwise left. Jefferson's language, intact. The Com­
mittee Reports aecompanyingthe1952 act inform' us that
Congress.Intended statutory subject. matter to "include any­
thin/!:under the sun that is made by man," S. Rep. No.1979,
82d Cong., 2dSess., 5 (1952); H; R. Rep. No, 1923,82d Cong.,
2d Sesa,6 (l952).~

This is not to-suggest-that § 101 has no limits or that it
embraces every discovery, The laws of nature,physical
phenomena, and abstract idees have been held not patentable.

. See.Parker v. Flouk, 43i r,s. 584 (1978); Gottschalk.", Ben­
8on,409l'. S. 63,67 (1973); Funk Seed Co. v. ·Kalo Co., 333
l!. S, 127,130 (1948) :D'Reilly r. MorSi', 15 How. 61, 112...-:121
(1853); Le Roy v. Tatham, 14 How. 155. irs (1852). Thus,
a,new milleral discovered in the earth or a new plant. found in
the wild is not patentable subject matter. Likewise, Einstein
could not, patent his celebrated .law. that E=mc'; nor could
Newton have patented-the law of gravity. Buch discoveries
are "manifestations of .. , nature. Iree toall men and reserved
exclusively to none." Funk, supra; at 130.

Judged .in fhie light, respondent's micro-organism plainly
qualifies as patentable subject matter. His clam-ds not to a
hitherto unknown natural ph~lioillellon, but to a'nonriaturally
occurring manufacture or composition of matterc-e product of
human ingenuity."having a distinctive neme.uherecter [and]
use." Hartranft v. Wiegmann, 121 U. S.~09, 615 (I887).
The point is underscored dramatically b)' ~omparisoll~nhe
inventionhere with that inFunk 'Th~re, the patenteehad
discovered that there existed innature certilinspeeiesof root-­
nodule bacteria which did not exert a mutually }nhibitive
effect on each. other. He used that discovery to produce a
mixed culture capable of inoculating the seeds of leguminous

~ This same language was employed b~· P. J. Federico, a principal draft&­
man of the 1952 recodification, in his testimony regarding that legUilatioD:
"[UJnder section 101 & person may have invented a machine. OJ' manufae­
ture, which may include anything under the sun that is made by man..•."
Hearings on H. R. 3760 before Subcommittee No.3 of the House Com­
mittee on the Judiciary, 82d Cong., 1st Sess., 3; (1951),

plants. Concluding that the patentee had discovered' "ollly
some of the handiwork of nature," the Court ruled the prod­
uet non patentable :

"Each of the species of root-nodule bacteria contained in
the package infects the same group of Ieguminous plants
which it always infected. No species acquires-a" different
use. The combination of the six species produces no new
bacteria, no 'change in' the six bacteria; and no enlarge.
ment of the range of their utility. Each species hes the

- l!a:me'effp.cf:it.al~'iiYs, hrid:',:The,baeteria.perforrn-hi ·their'·'~'·­
n~tural way.·· Their use.in combination does not improve
in any way their natural functioning; They serve the
same ends nature originally provided -eod act quite inde­
pendently of any effort by tilt' "patentee.' 333U. S.,
at I27~

Here, by contrast. thepatentee has produc-d a new-bacterium
with markcdlydiffere'nt characteristics from- any Icund ill
nature and cue having tlit;/iot:(>ntia! forsigilificant" utility.
His discovery is not-nature's handiwork. but' his owu : accord­
ingly it is pateutablc-subjeet' matter-under §lOl.

IV
Two contrary arguments are advanced, neither of which we

find persuasive.
(Al

The Government's'Brst argument, rests on the enactment
of the ·1930 Plant Patent Act, which afforded patent protec­
tion to certain asexually reproduced plants, and the 1970 Plant
Variety Prot-ection Act. whieb authorlaed patents for-certain
sexually reproduced plants but excluded bacteria from its
protection.' In the Government's view. the passage Of these
Acts evidences congressional understanding 'that the terms
"manufacture" or "conipoeiticn of matter" do notvinclude
living things; if they did. the Government-argues, neither Act
would have been necessary.

We reject this argument; Prior t-tl 1930, two factors were
thought to remove plants from patent protection. The first
was the belief that plants, even those artificially bred, were
products Of nature for purposes of the-patent law, This posi­
tion appears to have derived from the decision of the Patent
Offi:cein Ex parte Latimer, 1889 C. D. 123,inw~ich a pat-ent
claim for fiber found in, the needle of the Pinuscustrelie was
rejected. The Commissioner reasoned that a contrary result
would permit "patents [to] be obtained upon the trees of the
forests and the plants of the earth, which of course would be
unreasonable and impossible." Td. at 126, ..The Latimer
case, it seems, came to "set[] forth the general stand taken
in these matters" that plants were natural products not sub­
ject to patent protection. HiThorne, Helafirm. of Patent
Lav... to Natural Products, 6 J. Pat, Off, Soc. 23, 24 (1923).5
The second' obstacle 10 patent protection for plants was the
fact that plants were thought. not amenable to the "written
description" requirement of the patent law. See 35U. S,C.

T The Plant Patent Art of, 1930, 35 USC· § 161,pro\id~in relevant

part:. .'.". . : .. . ,"
"WhOl?\'er invents or di~r;)\-er~ lind nSl"xunllr reproduces lIny distinet and
new ,'arietr o(phint; lndlldirill' rlll1ii·lliik! sports, mutnnts.vhybrids. and
newly found seedlings. other than II tuber propognted plant or 11 plant
found in all uneuhivnted ~t:lH',ma~' obtain a patent. therefor...."
The Plant. \"ariet~· Prot~lion Act of 19;0, provrdes in relevant. pari':
"The breeder of all}" novel variety of sexually reproduced plant (ether than
fungi, bacteria, OJ' first generation hybrids} who has so reprodurI'd the'
variety, or his successor in interest, shall be entitled to plant .variety
protection therefor...." 7 U. S. C. §2402 (ll)
See generally, 3 A, Deller, Wnlker on Parente, Chaptl"r IX i2d ed. 1964);
R. Allyll The First Plant Patents (1934.1.

5 Writing three years after the passage of the 1930 Art, R. Cook. Edit.or
Df the Journal of Hl"redit~·. commented: "It is nlittle hard for plant men
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position.See8upra, at 11.'7. The legislative history gives no
reason for this' exclusion. As the Court of Customs and
Patent Appeals suggested, it may simply reflect congressional
agreement with the result reached by that court in deciding
In re Arzberger, 112F. 20834 (I940) , which held that bact-eria
were not plants for the purposes of the 1930 Act; Or it may
reflect the fact that prior to 1970 the Patent Office had issued
patents for bacteria under § 101." In any event, absent some
clear indication that Congress"focused on [the] issues ..•
directly related to the one presently before the Court," SEC v.
Sloan, 436 1'.8.103, 120-121 (197R), there is no basis for read­
.ing il1to its actions an intent-to modify the plain meaning of
the words found in § 101. See Tl'A V.HI1/, 437lT• S. 153,
189-193 (l978);Ullited States v Price, 361 e. 8.304, 313
(1960).

P·In'1873, the Patent Office granted Louis Pasteur a. patent on ")'east,
£fee from Ol'g:mic germs of disease, as ennrtiele cf manufacture." And
in 1967 and 1965,'jmmediately prior to the passage of the Plant Variety
PrcteeticnAet, that office granted two patents-which, as the Government
concedes,'State claims for ·Jj\'ingmicro-Ol'ganisnlis. See' Reply Bl'iefof
United States. at 3, and n. 2.

(B)
The Government's second argument is that micro-organisms

eannct qualify' as patentable subject matter until Congress
expressly authorizes such protection. Its position rests on the
fact· that genetic 'technology was unforeseen when .Congress
enact-ed'§ 101. From this it Is argued that-resolution of the
patentability cr Invennons such as respondent's should be
left· to Congress. The' legislative .process, 'the Government
argues, .is best equipped to, weigh' the "competing economic,
social; and scientific considerations Involved, and-to deter­
mine whether living organisms 'produced by genetic engineer.
ing should receive patent' protection. In support of this poei­
tion,the Government relies on our recent holding in Parker v.
Plook,437 U; S. 584(1978), and the statement that thejudl­
ciary "must proceed cautiously when ... 'asked-to extend
patent rights into areas wholly unforeseen by CongressYld.,
at '596.

It is, of course, correct that. Congress, not-the courts. must
define the limits of patentability: but it is equally true that
once Congress has spoken it is "the province and duty of the
judicial department to say what the law is." .\farbury v,

'Madison, 1 Cranch 13i. 177(1803). Congress has performed
its constitutional role hi defining patentable 'subject matterin
§ 101; we-perform ours in construing the language Congress
lias employed: III so doing. our obligation 'is to take statutes
as we find theni. guided. 'if ambiguity eppcars.tbrtbe legiele­
tive history and-statutory purpose. Here. we perceive no am­
biguity. The, subject matter.iprcvistons -of the pat-ent law
have be-en cast in broad terms to fulfill.the constitutional and
statutory goal of promotlng t'the Progress of Science and the
usefulArts"with all that means for the social.and.economic
benefits envisioned by Jefferson. Broad general Iauguege.Ie
not ,llecessarilY8mbiguouswheu .congressional objectives re­
Quire.. broad terms,
Nothi~g in Flook is to the contrary. That cese applied our

priorpreeedentsto ?etertninethat ,a "c,lailTI for an improved
methodof calculll,tion,.even, when tled to a. specific end use,
is, unpatentables~bjec~~atter under § 101/' 437U. S., at
59i?',n,.~~.,.1'he, Court.,carefull~·,scrutillized·the claim at issue
ttl: determine whetherit was p~ecl~dedfrom patentyrotection
under "the-principles underlying the prohibition against pat­
ents}or 'ideas' or ph~llOll1(!lla of nature." I~.,at,593-. We
have, d~ne. that here. ... ·Flookdi? not announce & new principle
thatillVe,ntions ill areas not contemplated by Congress when

. ·':'"\})Erpatel{t'la~;s"w'erireiiiW~d'iire'uli'pa.~ritab1e'''per''8e:· ..,

Congress thus recognized that the relevant distinction. was
not between living. and. inanimate. things, but between prod­
ucts of nature, whether living or not, and human-made inven­
tions. Here,. respo,ndent's ,micro-organism . is, the result of
human ingenuity and research. Hence .. the passage of the
Plant Patent Act affords the Goverrnuent no support.

Nor does the passage of the 1970 PlantVarietv Protection
Act support the Government's position. As the Government
acknowledges, 'sexually reproduced plants were not included
under the '.1930 Act because new. varieties could not be repro­
duced true-to-type through seedlings. Brief for United Stares
27, n, 31. By 1970, however, it was generally recognized that
true~to.typ~reProduction was possible and that plant patent
protection was therefore appropriate. The 1970 Act extended
that protection. There is nothing in its language or history to
suggest that it was enac~d because§ 101 did not include
living things.

I~LI?,~~ti~l1~,~~.~ ~~,?n~,~;,~,t,~i~~j~"~~~,,.~~,clhl~~'~?Gn.o~.. ~,~c,~nt'',&
from plant variety protection to ·support. e ovemmen s

to understand why [Artie)eI § 81 of the Constitufien 'should nofhave­
been earlier construed to include the promotion of the art of plant-breed­
irg. The eeaecn for this is probably-to be found in-the prindp\e that
naturalproduets ara not patentable." Florists Exchangennd Horticultural
Trade World,July 15; 1933,at 9. . .

§ 112. Because new plants may differ from old only in color
or perfume, differentiation by wrlttendeseripticn was often
impossible. See Hearings on H. R.11372 before the House
Committee on Petente. 71 Cong.,2d Sess., 4 (1930), p. 7
(memorandum of. Patent Commissioner Robertson),

In enacting the Plant Patent Act, Congress addressed both
ofthese concerns. It explained at length its belief that the
work of the plant breeder "in aid of nature" was pat-entable
'invention. S.Rep. No. 315. 71st Cong.. 2dSrs~.. 6-8 (1930);
H. R Rep. Xo.1120.71st Cong.. 2d Bees. 7:-9 (l930).And it
relaxed the written. description requirement in favor of "a
description; .. as complete as is reasonably possible." 35
U. S. C. § 162.~0 Committee or Member.of.Congress. how­
ever. expressed the broader view. now urged by the Govern­
ment, that the terms "manufacture" or "composition of mat­
ter" exclude living things. The sole support for that position
in the legislative history of the 1930 Act is found in, ,the
eoneluaoryrstatement. of Secretary of Agriculture Hyde,in
& letter to the Chairmen of the Houseand Senate comlllitLell~

considering the, 1930 Act. that "the .patent Iaw"5 ••• at the
present time are understood to cover only inventions or dle­
eoveries in the field of inanimate nature." See S. Rep. No.
315;8upra, at Appendix A; H. R. Rep. No. 1129, supra, at
Appendix A. Secretary Hyde's opinion, however, is not
entitled to controlling weight. His views were solicited on the
adminietraticn ofjhe new law and 110t on the scope of patent­
able subject JU~tt-er:-::-an area beyond his competence. More­
Oyer, there is language in the House and Senate Committee
reports suggesting that to the extent Congress considered the

.' matter it. found the Secretary's dichotomy unpersuasive. The
reports observe:

"There is a .clear and logical distinction betueen the
discovery of a nee variety of plant and of certain inani­
mate things,' such. for example, as' a new and. useful
natural mineral. The mineral is created wholly by nature
unassisted by man. . •. On. the other hand. a plant dis­
covery·resulting from cultivation is unique. isolated.rend
is not repeated by nature, nor can it be reorcdnced.bv
nature.unaided by man...." S.Rep.~o. 315. supra,at
6; H.R. Rep. Xo,1129. supra, at 7 (emphasis added).
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To read that concept into Flook' would 'frustrate the pur­
poses of the patent law; .This Court frequently has observed
that a statute is not to be confined to the vparticular epplice­
tion[s] ... contemplated by the legislators." Barr v. United
State" 324 V.S. 83,90 (1945). Accord; Browder v.United
State" 312 V.S. 33&. 339 (1941); PuertoRicov. Shell c«,
302 V. S. 253, 257 (1937); This isespecially true in the field
of patent lew. A rule that unanticipated inventions are
without protection would conflict with the core concept of

.,"the+patent,Jaw".that..·,anticipation.. .underminea.petentebility.
See Graham v, JOh11 Deere Co:', 383 1:'.'S.• at 12-17. Mr.
Justice Douglas reminded that the.Inventions most benefiting
mankind are those that "push back the froritiers of-chemistry,
physics, and the Iike."A. & P. .Tea Co, v. Supermarket
Corp.,34O t'. S. 147.154(950) [coneurrlng opinion). -Con­
gress employed broad general language ill drafting §10l pre­
cisely because such inventions are often unforeeeeable."

To buttress its argument; the Government, with the support
of amicus, points to grave risks that may be geuerated by re­
search endeavors such as respcndent'e. The briefs present a
gruesome parade 'of horribles. Scientists, among themNobel
laureates, are quoted suggesting that genetic research may
pose a serious threat to the human race; or, at the, very least,
that the dangers are far too substantial to permit such research
to proceed apace at this time. Weare told that genetic re­
search and releted techuclcglcel developments may spread
pollution and disease, that it may result in alose of genetic
diversity, and that its practice may tend' to depreciate the
value of human life. 'These arguments are forcefully; 'even
pasaienately presented; they remind us that,'at tilue!!'hU:rnan
ingenuity seems unable-to control fully the forces it creates­
that, with Hamlet, it is sometimes better "to bear those ills
we have than fly to others that we know not of."

It is argued that this Court should weigh these potential
hazards in considering whether respondent's invention is
patentable subject matter under§ 101. We disagree. The
grant or denial of patents on micro-organisms is not likely 'to
put an end to genetic research or.to'its attendant~isk8.The

large amount of reeeerchthet has already occurred when no
researcher had sure knowledge tha~ patent protection would
be available suggests that legislative or judicial fiat as to
patentability will not deter the scientific mind from probing
into the unknown any more than Canute could command the
tides; Whether respondent's claims are patentable may deter­
mine whether research efforts are accelerated by the hope of
reward or slowed by want of incentives, but that is all.

'What is more important is that we are without competence
to entertain these arguments-either, to brush them eelde ee
fantasies generated by fear of the unknown, or-to act on them.
The choice we are urged to make is a matter of high policy for
resolution within the legislative process after the kind of inves­
tigation, examination. and study that legislative bodies can
provide and courts cannot. That process involves the balane­
ing of competing values and interests. which in our democratic
system is the business of elected representatives. Whatever
their validity, the contentions now pressed on us should be
addressed to the political branches of the government, the
Congress and the Executive, and not to the courts."

10 Even an abbreviated list of patented inventionsunderscores the point:
telegraph (Mcree, No. 1647); telephone (Bell, No. 174,465); electric lamp
[Edison, ND. 223,898); airplane (the Wrighl~; XD. 821,39S); trnn~i~tDr

(Bardeen & Brattain, No. 2,524,035); neutronic reactor (Fermi & Szilard,
No. 2,708,656); laser {Sehawlow & Townes, No. 2,929,922}. See generally
RcvDlutitmary Ideas, Patents & ProgreSll in Ameriea, Offiee Dr Patents
N976).

"We I\Te not. tD be understood lIS suggt'Siing: that Ihe politieal branehea:
have been laggard in the con~ideration of the problrms ro>lllted tD genetic
resPllrch "nd 1('('hnDIllg)·. Thr~· haw alro>lldy 18kl'n nrlion. In 1976, fDr
exnmllle, the National III.'!tilllt('8 of Health rel!'ll~ed guidtlinl'>! fDr !\IH-

Vfe, have emphasized itl,there,centPast that «[o]ur iJldivid~
tialappra-isal of the wisdom or unwisclom of a psrticular [leg­
jslative] course •.. is to be put aside .in the process ~.of interw
preting a statute." TVA v. Hill, 437 V" 8.153, 194 (1978).
Ourtask~ rather, is the narrow one of.determining what Con­
gressmeant by the words it ueed in t~e statute; oncethatis
done our powers are ,exhaus~., . Congress ia Iree to amend
§ 101 SO as- to exelude fr~mpatentproteetion organisms pro­
duced by genetic engineering,.' Cornpare, 421]. S. C. ,§2181,
exempting-from-patent-.protection -Jnvenncns-sueeful ,,' solely- ,>

in the utilization of special nuclear material or atomic energy
in an atomic weapon." Or it may choose to craft a statute

'specifically designed for such living things. But,' until-Con­
gress takes such action, this Court must construe the language
of § 101 as- it ie.. ·The language of that section fairly embraces
respondent's invention.

;Accordingly, the judgment of the Colirt (If Customs and
Patent Appeals is affirmed.

Affirmed.

l\fH~ Jrsrrce BHEK':KAX: \dthwholll ;\fll:Jn·;nci: '''RITE.
'Mil. ,h':m('~: 1o.1",Ji,:1H.ILL.alld JIll..h·':;TIC.;PO\\"ELL join.
dissenting.

I agree ..dth the Court that the question before us is a nar­
rOWOIlE'. Xeithcr the futuro of scii-ntifie research. nor even
the ability of respourlent Chakrabarty to reap SOIlI~ monopnly

profits from his pioneering work. is at stake. Patents on the
processes by which he has produced and employed thp new
living organism are uot j-ontested. The only question we
need decideis whether Congress. exercising its authority under
Art. 1. ~ 8, of tllP Constitution. intended that he be able to
secure 1\ monopoly on the Iiviug orgnnism itself. no matter how
producedor how used-. Because I believe-the Court has mis-
read the applicable legislation. I dissent. '

The patent laws atlelllpt:to reconcile this Nation's deep­
seated antipathy to monopolies with the need to encourage
progress. Deepsauth Prwkillf-l Cn v. Lcitrani Corn., 400 F S.
518. 530-531 (1972); Grnhulil v. JolllI Deere cs.. 383 r. S~ 1.
7-10 (W(6). Given the ccmplcxitv aud legislative nature of
this deli6ite, ta~k,w('nlllst he careful to extend patent protec­
tiou no further than Congress has provided. III particular.
were there all absence of legislntlve direction. the courts should
Jean' to Congress the decisions whether- and how far to extend
tho patent. privilege into areas where tht'.('omlllon.lmrl('rstill1rJ~

hrg has been that patents are nota\'aiiable.'Cf. Deepsoutti
Packing Co. v. Laitmm Cvrp., supra.

In this case. bowever.we do not confront a cornplete Iegisla­
tive vacuum; The sweeping language of. the Patent Act of
1793. as re-enacted in 1952. is not the last pronouncement Con­
gress has made in this area. III 1930 Congress enacted the
Plant Patent Act affording patent protection to developers of

sponsored gl'netie research which established conditions under which such
research could be performed. 41 Fed. Reg. 27902. In 1978 those guide­
Iines were revised and relaxed. 43 Fro. Reg. 60080, 60108, 60134. And
committees ef the Congress haw held extensive hearings on these matters.
See, e. g., Hearings Oil genetic engineering before the Subcommittee on
Health of the Senate Committee on Labor and Public Welfare, 94th Cceg.,
lst Bess. (1975); Hearing» before the Subcommittee on Beience, Tech­
Dolog}·, and Space Dr thl' &onate Commillee on Commerce, Science, aDd
Trnnaportatioo, 95111 Cong.,' I.'!I &>ss. (l9i8); Hearings bt-fDre the Sub-­
committee on Heatlh lind the Environment of the Hou~e Committee on
InteNlate and Foreign CDmmerce, 95th Cong., hJt Swa. (1977).

'I re'ld lhe Court tD admit th'l! thr I'D]JUlar l'DneepliDn, el"en among
IldVorllt!'l< of ngricuhural palrn!~, W>l8 th,,1 Ii-·jng orgnlli~m~ were unpatent­
3LII'. &'1' (I"t~. lit 7-8, ,md ll. 8.
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certain asexually reproduced plants. . In 1970 Congress
enacted the. Plaut Variety Protection ActIo extend protection
to certain new plant varieties capable' of sexual reproduction.
TJll,1,s~ we are not dealing-c-as .rhe Court would have it-with
the routine' pro~lclB~f"unalltifipated'ill\'elltions:". Ante,!lt

"12. '. In. these two Arts COllgrE'sshas addressed .'the general
. problem of" patenting ennuate .inventions .and, has chosen
caref~lly limited lallg~agt'.granting.protection. to some. kinds
of discoveries., but spt'cifi~a)ly"fxcJuding others. .... These Acts
strongly evldeueea congressional limitation that excludesbac-

"teria fr?Jn patenta.bilit,Y." '

First. the Actsevidenct' ,·('ongn'ss.··understandillg.atl!"ast
since .1930. that. § 101"00<'8 not induct!" living organisms. If

, newly developed living organisms not uaturally occun-ing had
-been.patenteble.undersfm- the phmts.hieluded ill the scope

of the 1930 And 1970 Aets could havebeen patented without
new leglslatlon. .Those-plauts.ilike-the baoteria nivolved in
this ease. were new varieties not naturally-occurring." AI·
though.the Court. ante, al 7. ]'('j('cts this line of argument, it
does not explain why tin' Ar-ts wore necessary unless to correct
a pre-existing situation.' I cannot-share the Court's implicit
assumption that. Congress was engagr-d.in either.Idle exercises
or'lllere corrcctlou of the public record when it enacted the
Hl:30·9.1id 1970 Acts, Alii! Congress certainly thought it was
doiugeomething sigulfieant.: The rouunittee reports contain
expansive prose about the previously unavailable benefits to

, BU! even nt ngr..l',J wuh IIII'C"'trllh"ltl", 19')0~nd 10,0 Atl~ \\,prl'
1101 di"l'o_irin·. I would di"""lll; .TlIi,. <'''''I' Ilri'opnb eve-n mo~ cogent 1'f':I­
sons than ;Drt'J'~outh '>ark"'fl Co. nor to ""'I'nr! thr patent monopoly ill
till' fa',,: ,of mll','rl;lim.I~, .:ill (hl"wr.l" II'"", the-e An, are :,iI!;lli' .of Ip~~b­

th~(' utfentiou :10 till', probh-m- of l'<ltrnlin~ li,·illl!: Orgnn",m.",but.they gil'p
no HlJitllWlh·l" iudit·"tion of ':?llJ<rt"'''Hm,,1 mt,'nl,tlwt, bar-termbe I~'tpnlllblt'

Tht' rurent ofPar/cpr Y. Ffuok:4:);-r S.5~,5!11; (19,~L,;ln admonition
to '·l"·u('('('d ('",,11011,,1." Wh<'11 \\"t' nrc ,,~kr:d ro f'XlrlHll~1t!'nt nght,. into areas
whollv- lllJfor<,>,rf'1l -bv C:on:m·....<;'· ..thercfun- bp"om"'" l>C'rtillrnl: I should
'think· 11w'H"'f'o"il~' J~rt;'llt,i"lI i,,- Ihrll m",·h i!:n;"lPr whrllw,' ;]1"(' a.,kl'd .10
l'xt.I'lId.P:lWlll rll;hb. lIlt,1I 'In·'I."·.Conjtrt>-"~. h;,~ ·.f"rt"'''''u: ,md' r'm~l\lprf'd .hut
ha~ nOl r,,,,ohprl.

J ThrC"mirl tpft"f>' IG1I", logit 'f'llIl'lorf'd. by C"OIlJ<I"I'f" in chGoeing llGt.·to
PHprtU:I'I(' lhr ",[i,·h~>I'lIll.l''' "lIggt".tp<! hr f't:cfl·l:1r.l"H,rdf'.A"lp. :11.9
filii· b,· thL~ I"J<i,· Ih" hnl'1"rw :It ,,,,,nt' hnl' ,tn' di"linl:uioh"bll' from "
"mill"~,I·. ,..n·,lll·d.wholl.I·· h.l"Il:llun,'" 'in I'x;lI'll.l' 11",'~liiriril":i~'lls\i;pi"l'
th!' nl'w. '·"ril'll<'>' of ]11m"", ·1f;1 m'I'· 1\P( WII._ Il<'t'tll·dto prO"id" p.'h.'ll1
protl'l"lio~l ior Ih,~ 1,1:1lI"'. it 1I';''''~lll:lll.'' 1If'("_:1I)' for.b.~(1rri". 1'rt ('00.­

~gr"""'" pro\'irll'd for [1.~"'nJ" on l'blu" l,mr nol 011 ,h~ barteria. '.In short,
·Congr...". dt'~l,kd t(l llIak" onl.".1 euh.....'l of "nilll:1te "hUm;\ll~madl'in\'en_

tion~." ibid.. pnt"llt.~hle,

'If Ill". HI:m Aet',,- "nl~' pllr]llkr\\"rfr to liOh"elllPtetllllicnl problffllof
,dC'!'l'ti]ltion tl'fNred to or Ihl'(.'"nrL 1l1l1".:,IS, mO<T oflhl' ..\1'1. and in

be derived from. extending patent protection toplants."H. R.
Rep.. Xo. 91..,1605, 91st Congo, 2d gess.. 1-3 (1070) ; S. 'Rep.
Xo. 315, 71stC'ong.;2d' Sese.. 1-3 (l930). Because 'Congress
thought it had to legislate in order to make agricultural
"human-made inventions" patentableand because.the legisla­
fiou Congress enacted is limited, it follows that Congress never
meant to .make ' patentable'. items outside' the' scope of the
legislation.

Second, the 1970 •Act clearly indicates that Congress has
included bacteria . within the' focus of its 'legislative concern,
but not within theecope.of patentproteetlcn. .Congrees epe­

, cifically excluded bacteria. from, the coverage of. the '19iO Act.
7: l\"S;,C ~2402 (a}.:. The Court's' attempts to; supplyrex­
planations.for this explicit exclusion. ring hollow. It 'is true
that there is no mention .in the.legislative.history of the exelu­
sion.but that dot's not give us Jicense toinvent reasons. The
fact is, thatCollgrcss.. assuming that animate objects '11$ to

: which it.hadnet .specifieally Iegisleted.could-not be petented,
: excludedbacteria' from the.set.of patentable orgamsms,

The"Court: pretests .that. its .holdiug .. :today ,is 'dictated .b)'
. the' broad language of 001; which "cannot. be confined to the
.,~particular ..applioationjs] ....•'"collten,lplatedby the .legisla­
tors.'.". .Allle;,at.12.,quoting Barry.United States,.324t'. S,
83. 90. (1945)., .·.But as J have shown. the Court), decision does
not .follow .theo,:uuaYOidableilll]Jlie,aliops .of , the:.statut€.
Rather... it extends the patent system to eover Iiving material
eventhough Congress plainly hasIegislatedintbe belief that
g:101,d,oes',noteucOlllpass,,1ivillgorganisllls,. I t is the .'. role.of
COllgre,ss:llqt thi.s Court.vto breeden or uarmw.the reach of
the patent laws .... This .ie especially true where. ,as.ll{'re.the
composition sought to be patented uniquely implicates matters
of pnblie eoncern.

plIrtirubtr. it~limitlllion til'l~l';;unll~' reproduced pllllit~,"'ollliJ -buve been
tol;dl~·tlnnt't·t':'.~'\t)'.

~. R,'('~l'll)' IfxM'~["!I(>r;\\':I~"Wl .'h.'onl>" explicrtjndu-anon. in !hr legrs­
lall"l'. hi~tol)~, ~flh~: :.~.·t": th.u .l'oUll:.r...,," \V:I~ ~'l'tinj!oll .• the n-surnption
tlmt .,l~J<iol"tlulI ,'I'll:" nt~:''''''''lrxto. mnkt: lirilll!:.organi,m"l~lll'nlnbl".,. The
8rDUrl' JIl,h"inrx COmllll1tN,n~I'Or1 onlbr 19,0 A,'t "-M,,,, rhr COnmllllf'l"~

'wldf'ti't,lllding th:lt jl;\l"nt l'fI,tectlOll t'xl(>ndt'd no fun her Ilmnthl' I'xpliei!
pro\·i~ion;;.of ',hr,,-!' AI'l_.

'Tnd~r. ,lhl' ]lalelll],lll', plll.mt prolprlion i~ hmlwllo lhoO'l' Y"iil'ties of
plan" "·h,it:h,r!·]lrpdu~.. ;1~('Xll:dl.l", th:<l'I~, b~· .~uch. ml'lhml~ -l,.<j!"rnfling or
buddinI'.. XIl,llro~':llttn'1':I,~;\lI"t)Jt:.t,o ,tho,r; \'Ur,"!lP.". of ,plant •. whil'h
rel'fo,dul'l'$l')(u:lIIX.: th'lI ,I<,by o;Pt~l" Ii Rt>jl ~u.91~12~13" 9M Cong.,

2dSw.:::l (HI':O).. , ', :'. .' ..... "
Similarly, Hl'llr,,",,~nttlll\"P, ,I'O:l:;l', spe;lking for lilt> 19iO Al"t.•afmnotinll.
111I' proll,tli"n llr'·llmNI :1'<'xlI"lIy nl'l'l'lolll'd pbm". 01;11,,<1 1h,]l'··for·1'I~nts

ptadii"M fromse..d, thprehu"bt'l'nno~nrh'prolPtli';II,~' L:!Z·(,ilng: Ret'.
40'295 (1970\;
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!SUMMARY

The existirigJapanese Patent Law is the so-called

1959 Law, arid this;has been partially amended several

t.Lme s rsd.nce -Ltre -enaeemerrt ,

The<Arnendmeht effected in 1970 involves important

changes which have drastically changed some principles

of the patent system. For example, this Amendment in­

stituted the li:l.y:i.:Qg+o":I;)-~·n:::..~ys_te·rri::_ari(l th~ _,r.e:ques't{,'.::t:crr: .:

examination system, exparredon-of ~fh'Ei_::s:ta'ndirig_;:-:.6':f,

prior application and the system of re-examination by

the examiner of a demand for trial. Accordingly, this

Amendment is one of the most important amendment to the

1959 Law.

Article 29-2 of the Japanese Patent Law enacted to

expand the standing of a prior application in the

above-mentioned Amendmerrc e'ffe'bt'ed: in ,J}97'O :is'described

in connection with fa) thEP;::purp~Ort::'of ':its~'-1egislation

and (b) its three applicati6il,c'i'equ,ir'ememt. Explanation

is also made of some important points surrounding that

Article, i.e., (c) relations of Article 29-2 to related

Articles, inter alia, Article 39 and 29 of the Patent

Law and (d) points involved in Article 29-2. Finally,

(e) comparison is made between similar provisions in

foreign patent law and patent conventions.
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1·. IntroductIOn

!J::f<i: 'l..~.u._

The existing/Patent Law is the so-called 1959 Law,

and this has beenpartialTy "amended several times since

its enactment. The Amendment effected in 1970 involves

principle's, 'of: the,:pa,tent.syst'em:. For:. 'example, .:th-is

Amendment, :insti·tuted:' ,the ,'laying--open system 'and- 'reques:t

for",~examin'atio:n's'ystem, expansion of' ,the ,:s.tanding,.of ',a

prior appLi.cat.Lori. ?lnd:the,system:,'of:,the're-excimination

by·the examiner of-a demandr.for-vtir-LaL, ;Acccirdingly;

this' Amendment; "is .one <of.tche-rno st; .dmpoz-t.arrt; .emendment.s

made to the 1959 Law.

Articl,e 29"'2:.of·::'the "pa.t.entvLaw; which:was';enacted

in connect.aonwtttr the expansion of. the:standirig .o f a

prior application in the above-mentioned Amendment

effected,j:n'Jl970; wil-l nowbe:',-d.escribed, end.isome

important ,'points ,:inv61ved in this"Article,wil,l'now:::be;

discussed.

An amendment similar"to:.:the-above' Amendment.r-co the

Patent Law was-,made,to"theUtilitY';Mode1'.Lirw. -Howeve.r ,

this amendmen't Lof the -Utility:Model :Lawcan<be inter­

preted, as: in',the,·/case of ,::the::Amendritent::to ':<the Patent

Law. Accordingly.,: .Lti: is only,p6inted;:out"that·:,such
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amendment was made a.Lsor.t.o , the,Utility Model Law (see

Article 3-2 of the utility Model Law).

2:~; purport'of'L:eg'isla,tion

Ar.tiocle"2 9,~2iri'serted,.'by "the, _:'AmenClment:ef;f_~ct~A_:,:-~n

1970 is td.puil'aces.vtiha t; a later 'application claiming ::th.e,'

same invention':a,s an invention :-disclosed-in .the

origin,aT specLfLceticn- cor-'dr.awings:'at,tachedtd:a prior

application ,', (-here'inafter- :::referred ';to as.. "·as-::::filed'·

apecdfd.ca.tri.onv-) published .oz: laid open af-.ter:-the :·filing

of "the "Tater ,',application.: sho:uld .be-:refused::.in'pr:inciple,

irrespectively of whether or not the ...dnventd.on 0,£ the

Latre.rvapp.Id.cat.Lon is" ::cla:imed.-in_'.:the' prior app.lication.

In shor,t,':::adoption of the so-ece.Ll.ed who l.e 'content

a ppr-oaehi-Le.ost.Lpu'l.a t.ed ,

Adoption o f.r-tih.i-s-vays tiem is trc tenaur-e v.i.mparrt.La L

grant'il1;g ".df-'rights"::and,::expedite ;,the"'examination,::under c

the request for examination system adopted s imuLe..

,'taneous ly.,: ":as-:,described:'below i

Accordirig:,to'.-:the.,existing pa.t.ent;. system: in our

country, :,the;:,so~called,f.irst7to:file principle:;is

a.doptied,' :·Nore.: specif.ically,' ':in case; where.' .Eher-erar-e -: ­

two(or: more ::patent::,applic~tions claimj;rig .:t.he. same
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inventicm,_ a ~pa: tent:.;i"g 9irant.ed,to, :a;",',pE;!;~'9cm~,who,:;fi:led,

the pat.ent; appj.Lcatdcn eal;lciest (eee Article, 39 'Eara-:-,~

graph 1 of the Patent, Law):. In this case ,:from .the

v:i~\VP()int:():E,:ayq~d~.:t:l:9E?:,qf;:double patent:ing,;the

:_~g~~t::::i~y'qJ t:1?-~ LnventiLon Qf ',the .Latier vappLi.ca t.Lon with

Clesc~';pt:i()nf:i.,of."t~E?"qJ,;a_il11~,;',qf·bo.th::,theapplications.;

IIl:genE:p;al" howevez ,.':r:elat~d,·~xplanatory,matters

are descri,bed .Ln t:.Jj.e EipecJf:i?at:ion,;.,:even thro.ugh::these

~atters ,:,are;",nQt:;incJ;Uq.~cl.,.tn",the:,;clCl:Lm. -Lf '•.another

pel:"E>0!l,:,1?-a!?f:i~E2!Cl;a, .petent, app.l.Lcat.Lon. .c La.irni.nq such

exp.Lanat:qpy)na t:t:E?rl3-,})e,,~9~et:~ey,becorno pubLiely ,.known,

there will be a possibility of granting a patenbrto

sucl}<.appl;iq.Clt:iqIl.<-, Hqwe,yer:i: when"a prior ,application is

pubLd.ahed or laid ;(;)peIl,;:.:relai:ed'~explanatorymatters·

described Ln t:~E?,;Ci.!?,~:f::il ~Cl: speed, f Leatd.on:o f the:pr,ior

;<;lJ2P~:icCiticm',}:)~soIIl~'"Pu9~i,c:ly:k,nown,:::and,:therefore,: ':,it .ds

unreasonable to gran.i::,Ci:PCitE;!;!lt,:,:.to a ::later .app.Lf.ca t fon

c~Cli~:iIl:g s.-gc:~:e2{pJ,;a!lCi,t9ry:,mCit:ters orrLy .on the g,round

that t.he. matter;E; c:lr:~ no t r LncLuded in ,the <claim of~:the'

pri9::r:::,:ClPplica:t:iq!l.~ . II),:pth,er .wo.rde in __ view of the

spirit.o,f;the.pa~~ni::,sY!5j:~~t.hat, an exclusive r-ight is

. 9"ra,ntedAn ret~n,f'or<'lis.cl()sureOf, anin"ention,it

Ls..unreas.ona}).l,e 't:o,:H~,ant.,:a.:q.()t:~erc--excLusd,ve right :;:.to
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examination system, patent applications are examined in

an order of thef:i.li~g dat.es"of requ~~ts" f6~ eXanl:ina~'­

tiOn'.' Acco~dihgly, if a"':r:eq~~~l'''f6~':''-~kain'rhafi6'ri':t's"not

filed for thep:i{c;:i ~pplic~'l:iori: atthe( tiin~ when' the

la'ter a.PPl:{ci:i'tton:l;s' 'exa.fuihkd','-:therang~'of' the 'prior

tiin-e'wj!l'1-"beriEibe'ssa~yfbr"ddInplet'ibn:(;f th~ examina­

tiOn' Of: t.he:rat'er:"appli.'ba:tidrl. Acbdrdirfgi~t, if -'the

entire""r'ahge: 'covered"})y Cth~ ~s-:Ei'ied' -~pebil:ibat'ibrf~

which:--1~:,fthe' b:t6a:d:e~:;'t'- iEiilge' ithhtLcan. bk:pro't:kct:ed'by

ameridment.s , is retafilecf:'fot t.:I-ie''ln:·i'br';''appi1c'ci.:Ei'ori:, :the

examination 'bf :t.he"1a:ier:' app'tida.'i:i'ori::dilri"bik "pio¢ged'Eid

wi th even' befOre'fhi:t:ih't.i.6rt"br: se"ttle:rrterit 'bi':the

exami.nat.fon: 'of-the':pfio-'F','appl'icaiioh .

:'Art:L6l'e":i9;;;:2 "adopt:ed- tH the 'abbve':'meri"tihtie'd effect

arid'relate'd p:d:jvi'si~hs,.: (that is 1 Arti'blej9' 'pk':Fi!ig~'a:ph's

l'iind'2:':and' Artici-e29:ar~"c{tt:a'ch'edh:e~~to:as':~pperid.i.'*.

3,. Detailed .. EXp'l~na-t~pnof, .Proyi sf.ons

of Article 29-2 of Patent Law

(1) Three Application Requirements of Article 29-2

Paragraph 1:

If a patent application comes under the followi~g

three stipulations, the patent application (hereinafter
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referred to as "Lat.e.r application II) is refused as being

unpatentable under Article 29~2 Paragraph, 1 which was

enac~ed to the above-mentioned effect, under 2 above.

(a) There i~:pre~~n~~,p~;~r,ap~li~~t~9n4

By :(:heJer.rn. "e ,prior,~pplJq,ationll,_,:uFe,4; herein i,s

meant; a pat:~nt. appl~.9~~i:on: or"y.ti:Lit,¥-:J:11o,?:~l .appLi.cat.Lon

filed before the filing date of the later application.

When the fil,iIlg:dp,t:e., Of tl1eli3,te~,,~pp.~~,c:~:tiPfl:i~ ~~~,

same as the•.fi)i,ng,pa;t~ C?:EJ.:pe.p~i().F,,?J~p'}i9,~:tipn,

Article 29-2 Paragraph 1 is not applicable, (in this

qase,_ .,aPPl,icaj:i,on9f. Artj ..c Le , 39 .ga::r.~9".:r03.Pl1, 2 :t?~ .t.he..

Patenj: .Law becomes a su1?j,eq:F:: o~. dd.scuas i.on),

J;n .case .whe,re the, p:r=!-Q.fal?P',~i,Sfi,tiopA,se..

divisional applic,a~i9-I1 or .a I1e~"appl:ipatiC?I1. .made.vas.

:the. re(:,-u,;tt 9~"q9IlVtpr,siqn of a"pqreI1t,pat,en:t 9,r,'-J.ltility

mod.elappli.cat,;iqn, o r. a :(j,ec:ip:i~n p;f' 4isrn:t-~sal of: .amerrd-:

111,eI1,t:~ tch e.: e~~~pt:~ve,,~il:iIl~,:, d,§Lt~ ,ofthe;,:Pri0:t= appl.Lca-:

tion as reference under Article 29-2 Paragraph 1 is not

retroactlve"::to' the' 'fi ling': ~da:te'::'of .. 't.he 'parent app Li,­

cation but the aC'tuaT: d'ate:'dl fi'rihg-'of'·,such divisional

or new application (see the proviso to Paragraph 2 of

Article 44, Paragraph 6 of Article 45, Paragraph 5 of

Article 46 and the proviso to Paragraph 4 of Article 53

of the patent Law and Paragraph 3 of Article 8 of the

.'



Utility Model LaM)

(b) The prior application is published or laid open

after the; filing of :thel-ater appl.LcatiLon.,

If' .onLy -the- prior' .appLi.ca t Lon is published or laid

open,Article~,:29:""'2': Paragraph -1: is. applicable. In other

abandoned or ,invalidated: after publication or laying""

open,', Article 29~2 Paz-aqr-aph Tis' validly applied.

(c) The invention of .che: .La terapplication is the" same

as the invention or device disclosed,ln the' as~filed

specification of the prior application.

The invention of the Latier-r.appL'Lcatrion is" one set

fo'rth in: the claim -thereof.' Si-nce: the invention or

device 'with: which- the· -Ldentid.tiy of .:the 'Lnverrtfon of the

later: .app.lLcatri.on is:-,discussedis' anr.Lnvent.Lon or

device disclosed in the as:-':filed:,:specification: of the

pr-Lomapp.L'i.cat.Lon ,. .even if::'-sbme'- matter:'disclosed:" Ln. ;the

'as~filed 'apecLfd.ce-tri.on ,:of: ;the<pribrapplica,tiohhas

been deleted by an amendmen ti. tnacieaf,te:c .t.he filing o'f

the'"prior:'applicati(;:m,'" the:, .deLet.ed- matter "is,:,'taken into

accoune-when Ar,bicle,:29-,2 Par-aqr-aph L .i.s appLl.ed',

Furthennore, an invention o r. d evd.oe 'a'ddedby'anainen:d~

men-e.made after, the,filing'of>;the:' .appLi.cat.iron vis not:

LncLuded rd.n :the range" .ofv.tihe Lnvent.Lomo». device 'with
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which the identity of the invention of::,·the':later

application is rliscussed.

By the invention disclosed in the as;:"filed

sp'ecifi'cation':fof .-the prior appLf.cat.Lon is meant an

»d.rrventid.on. which can be: grasped;:as:'61i--objectively com-:

p Le t e iLnverrt.Lon f romrt.he.iapecLfLcet.Lon, . Of':'course,­

such: d.nverrt.Lont.need- no.t; 'be,::related' ..to.;"the 'invention

set-forth>i·n:t.he: claim of !tl:1e'prio'r .appLd.cat.Lon- (see,

~"Manual .of .Bxemd.net.Lon of Patent'andiutility.: Model

Applic'at-ions~':, A3.:002A').:.. '

(2) . Exception to Refusal:

Even when: the:' three: requirements: .'setforth Ln. (I)

above are s atri.af'Led, if ,theiilater:"application:'come's

under -any of;,,:the': fio.Lkowi'nq-c.conddit.Lona ; Article:"29",,,2

Paragraph l:±s:not,applicable~

,;:{'a); The",irivehtor;of,:,:the'l'ater application' i:s: .tihevsame

as ::the' .Lnverrt.or-co f vtihe. -tnvemti-on:':(or ,the:deviser"of' ::the

devdce): o'ftheprior application.."

In; case where:' a' plurality o f person's: 'are -Lnverrtor s

of the 'la:ter appLi.cat.aon ,'. .onky when: 'all .t.he-, .:inventors

of the later application, are .compLetie'Ly in .aqz-eement;

with, the :invento'rs-of,;the"prior'.application, ,ft is

judged:,:.that. bo't.hct.hev-app'l Lcat.Lons- tar-e Ldenti'calwi:th
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respeCt:::td t.h~ fhv;entc)r'Ship~

(b:) At the time Wheh;'thelater" appl{c:ati'oh i'S"-f{1.~d;

the appl'iC'a.lifof the r:a.ter app:Cica:tib~isthe-saineas

the applicant of 'the prior appllcatidn4

The identity of 'the applicant is judged based on

application:at>the"'t:rfue \lh'en :'the{-fater' app'ifda't:ibh' ik'

filed' ai-itf,the:hame of:: the' appliba:nt. i'ndi'c'citEkC in' 'the

later appl.Lca't'Lorr, I'll' Case' whe're:;a'plurarityof

parsons are;a.pplicants -8f:-tbe' :later apP'lida.:t:i6rt~~ onLy'

when'the:applidants:"c>,f: 'the -'later'applicat1.on are com­

pletely "En: agreemeht-wi th 'the- 'a.p'plfbkrit:s of' 'th~ pFlb:r

application',"'tt'is :fuCrgEiCi that:·'bdth·:t.he':'appliCa'tihhs

are ide'ntiCaI-'w.fthr'espect 'tc:i-the":ai)pli6aritishi'P;~ In
this 'case,::-even::li i:-he6:e ;-l:s'~? aisagr:eemel1t- b;etwe·~t/,':tH~

app Llcarrtiof the{' prioi:appIica:fidtJ:' a'rid-':'the- applIcant'

of the later appilb~'-t:L6ri;:bed~u's:ebf' dh~l1ge" o'f 'the name

of the applicant-:, su:cc~k(siot{"(Jr;-';':a:ffiiiafioh~-:b6'th'the

appl'lcafionsare 'J"uCig:e:d 'a's', bed:rtgi'dehtIdai ''With'rekp'b'bt

to the applicantship'o

('3 ) 'Case": where Pr1.:6i':App"l'ictttib'n.:': Ci~im's' COilventi:6n

p'riorlty:

Accoz-di.nq to the interpretation of the 'st'ip'ulafian
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of Article 4 Paragraph B of ~he?pri~ Cqnvention, two

different opinions have been raised in connection with

tihe .,e,f.fec-tivefilingd.a-teof the prLoz application as

reference under ,Article,29-2 Pa:rag~aph 1 whent~7' p:r~or

appl~c~tionisan_ application claiming a Convention

priori~y~ ~ore specifically" accordingto.pneq~ini?n,

on ~ppl~qa:ti()n of,Ar;tifle,~9~2~_arF1gFaph,1f,:_th~

Convent-ion p~iqri:tyqai:e,.o_~ t.he priqF,_q.pp.J,.~cat:ion

should, be, regarded as the, effective filing dat" , of the

pripr app1:icatiqn" anq aocor d.Lnq. :'t()" the other:' opd.ni.on ,

the date on which,theprior ~pplicati9n w~s ,actually

f~le4 in our co~ni:rY;?hou~d he'F~g~~4eq.as the

ef;fle,cJ;:iye :fi1Jng', date, of..the -PFi;gp- ap:l?lipa:t';9:rl~

AC99rding to the p.ract.Lce .. of t.he ._:J?v~m.e$e: .l?a-tent:

Pffi9~, inc9n~~ction witha~ ,invention which is

cOlQI11D:.l?-ly disqlosecl Ln the s~ecifigatiq:l'l filed in the

J:iJ:st_p9U,Il~ry-?nq,the <:is.-,f:i:ied, ,9F'~C~,~_~.c<:i,-tiQn::fil~d in

°lII' , countiry, ...tlle. fi-ling.. pate; of,.tJ:l(:~; f Lrst; .. ppuI:ltr:y

~p.~_,:i.i9ation shoujd be regClrd~,d ,CiS, :~Jle ,~f:fe~t:iye_.-f;i.l:ing

date of the prior application (see, 1#I1llaL 9:E;Exarrlina::

tion of Patent and Utility Model Applications, 43.07A).

In the.],ight of. the. spirit o~.Article 4 P;iragraPIl Bo£.

the Paris Convention, it is deemed that tl1i~,practice

is reasonable.
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examined.

the:PatentLaw.. In, the case _of'an'international

._ 115-

'- ef A~n2.'1-2:'
by Paragraph 2 of

yea.:t:' and 6_,;cmonths:,from:--the priority .dat.e .

(i},:'r'his,;case is stipulated

Application) :

applicatiop ,iaccordi:ng ", .to ;:,peT ,ifthe,:international

filed in th~first:,country,:of,Gourse"nE;!ednot:,be

actuallyfil~d.dn our.. country -e.nd the Lnvent fon vof "the

la,t:~l:,"a,ppli.qat:i,o~ i,fi:-discJos~din the as-filed speci:fi-

In_case:wl1erethe '''filing dat.evo f ,the .Lat.e.r app.Id,«

cation is later" tihanvt.heida t.e on.wh.Lchv.t.he prior

application"claimJng"tlle:Convention pr-Lor-Lt.y-waa

(seE!,~r1::iclE!::2l:::;of peT,) ,-,-int,E!r,l1ational -La yd.nq-eopen is

regar9:E!d;Cis_,."tl1e ,:act:U;s,l"filing .datie in each-designated

dat.e , L. e." the:admittE!d ipternational:filing;date is

bE!ing E;!tfecti~e(a~ :an appliqation,filE!d in each

deeLqnatiedvcount.r-y on tihecadmLt.tied .-Lntiez-nacLonaL filing

pas sa,ge:-of

country (seell,rticle ll(3),of,PCT). Since .tihe ,inter..,

na t LonaLj app'l.Lca't.Lcn is laid .open pr-omp t Lyiefbe.r

(4) Gase, where Prior Application Is PCT Patent Appli­

. 9a,ti,qn;,(Il1cJ.Usi,;VE!of:PCT,·:Utility,,' Model

,filiIlg-da:t:-e is admitted, the application Lsc.reqar-ded as



taree-eed tae -LayLnq-icpen ;in .our 'country, >i:.:'e~',; such

application: Ls tnotr.cIei.d open again '-±n.:'otirdountry (see

Articlel84~9 Paragraph 30f the Patent Law). There'"­

fore; Article 29-2 Paragraph Tshould naturally be

'applied wbiie relying':on,an Lrreer-naedoneL -appLt.ca't.Lcn

designating.'our'country"and internationa'lly·:.- laid; open.

,Paragraph'2 of Arti"le 29'"-2 'was 'inserted by the

Amendment to the Patent Law made in 1978 when our

'country ratified PTC, to stipulate the manner of

appl.Ldatri.on ,:6f:Paragraph lof,',Artidle:29"";2i'in -caae

where the prior 'applicat-ion":issuch:an'interriational

application.

(ii) In case' wher-e-::the prior application is an

internatioIlal.-pa·tentapplicat-ion i (a patellt-'app'lication

according ','to' :PCT,iro'tite'atripiif'ated ::in:ArtfclEr:~i84';:';'3

,"'Parag,raph '2 'of- the:"Patent Law) ",:it ,:is:Tndispensab1E~:'f6r

application of, Art.icle:,'29';:';2',:,Paragraph "l:,that<:'the iiiter..,.

rnefidnal<applica:tion "hes ;:a:1'ready been irib§rna'-c16na:l1y

Laddoopen , Incidentally/'the reason::,why':I!laying-open"

inour~;cou!ltr:y"is:mentioned -d.n-conneo't.i.on-rwi.bh an'

internatio'nal"applica£idn:is :that. a ':s6~called

recogni'zed:"int:er;,national' application; (see <Articl-e 184,';:';

16 Paragraph 4 of the Patent Law and Article '25 (2) fa)

of- PCT»',is":':nQ't internationaTly .Le'Ld openobub is .Led.d
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open in6ur'count:J:y "(see Ai'ti'c:le 18'4":1'6::par'a.:graph :6~'()f

the Patent Law) •

(iii) By the "invention disclosed in'the: as';';'filed

specifidatidP'jre:Eer~edto in Art.ldIe"'2!:)~2- Paragraph 1,

th~- fdlidw:i:hg twc/':kinds'- of Lnvent.Lons are: meant':

claim;6r d.rawIrigs o':E':'arf"int'ernat.iOha:l app11cati'On-'oI1

the'i'ilternaii.onal ti11ng:'dat.e-inCase' where the' 'iritei­

na tional appllca'tI8rii fs:-'a.:jap'ankse, 'iarigucig~ pate'rit

appli.eatidW:'(I:-~'e'~" "'aIr iilfe'inaiI6rial:patknt. -app.Lf'catiLon

wri tt~:n '-in::Jap'aries~:; :see"'ArticlelH4-5-:pa'ragraph ldi'

the Patent Law) .

(b) Ari:inverition disclosed in the: specificat.ion\

61:a'im':ui ;draW:iI1:q'S'-~tten :::±n---;th-e o'r:ig±h:al. forfdgri

:iari'g~age 6n't.'he:<:iiitEiiria"fionai:' Ji:iling'dat.e arid. ;'alsO '

disclosed in the transla:'fib'n _:bf"::\the ::iht~:rnati.bhi3.f­

application (see Article 184-4 Paragraph '4 of the

Pat:erli: Law) -'irtc~s:eJhere: the tntE:iin:Ci.tibnaf'ap'pi:fca:i;.:±on
IV .

is 'cpo 'pr; tten' ;6"th'c.for'ei'gn language patent 'appLf.-:

ca:ti8n (:L .,e'~ ,'ari'tnt.eh:-h~·-ticldai' ;'pa:t:erlt"appticati6n'

written in the foreign language; see Article l8t~4

Paragraph 1 of the Patent Law.

'In 'i;.h~ da~e':of:':a"foie'i:gn;':iii:rigtiag~"pa:fe'ni:'alhjli­

cation, the matter not containe'(i"i'n':the' .ftan's'tafion is
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,;r,eg.a~d.~,g. 9:s.beiJ:1gnotde~cr~becl,;,in ,t~.~.:q~ig~Il;9-1; fo~~d,gn

language text (see Article 184-4 Paragraph, 4, of the

Patent Law).

I~is .r.equd.r-ed tl,1Cit a: spec:iJiqation and other

document wr i tten .Ln t.he or;ig~,na}_,lo,~e~,SJn t~:ng?age ~f a

for,e~gn..la!l9uag~ pa,te~t app.lLcat.Lon should be inter­

naticp:l'~~))~Y~,l:Cli,¢l:0l?~n, but it-, cis. no,:f::" r.,eSll.li,~ep.:, t;h;:l.t;: .ehe

t.r-arrsLat.Lon. should, "be laid" .cpen ;.i:n::ou~-.:,pC?ul1.t~yJsee

Article l84~9Par~gr~P!ll"fth~p~tentLaw) •

In qasEl :,~h~:I;e :a,:recog}li:za:~~ Lrrt.e rria ti,onp.l Cippl-iGa­

tion is a fore:~gfl:language I?atel1tapP,~ic;a:t~on, the

invention on which Article 29-2 Par-aqr-aph.. :l,9,~the

_I>a.,:t,eW~:::L,aw_i"p, aPl'f.~.~d :sA-R-qlc1 be an d.nverredon disclosed

in bot~.",tl1e, or~g,i~a,l;. tex;t.~f :~r,~, ,.illtE!:r:_nF·~,io-.nfl.1jlp-pli7

cation and the translation t.hez.eof Csee",Art:i.cl~,.-18~t":,,16

parag:raph2 .ofthePate.ntLaw).:

,(iv) In case..,wher,~1::he ,prior. ~p:PJ~ca;t~on, is an

a ppl i YC\,t i p l1 .Ls t:r.ei3.:l;:.~d,in: .tihe "sa~~:;,I1lCl.,ll!l~~:.:__a.~" ,5:l:;~.sCI:'il:>~d

above" ,With, ~e~pect,.:t;q,an;~Pte1i':r:,a;t_ippa:h"pat~nt: "appli­

cation.

4. Relations of Artic::1e 29~,2, ~fPatel1t,.L,aw,.to,Articles

~9 and 29 Of Patent Law
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(1) Differences between Article 29.::-2 and Article 39:

(iJ Difference, in ,Purport of St,-tpulai::iorp

Article,29-2,was s~ipu+ate4,toex~luge,unre?son~.

ability" of. qr-arrt.Lnq ~ patent on a La t.e.r .appLi.catd.on for

and.nverrti.on a Lr-eady pub.Li.shed. in the: pr-Lo r. applipai:ion,

the request for .e~Cl.min~ti()Il"sYs.tetrlet9,.,. a,s,.exp;L,ctined

under 2 above.

In, c0I11;:rast,,.A;rtic,*e,39was,s_t~pu~a,ted,:t:.0.excLude

fl~"ll1?l~,p,a teIl:tipg i:l~cprcJ.~nSf.to t.he ,on,E,!,- pateIlt-,~,9,r,~pn,e

invention J?~;in.c;ipl~,wl1ile ma,k~ng,' .gr~ct,"tr;" accounc ,of the
. , ,. ,_ ','_ ','" .. "'," _,_ . _", ..d._,'· , _

fact that, an Lnverrtdon ..disclosed ina pr-Lor- .;<3.ppli,cation

has been kept secret at the time, when a -: lat;E7r;,_ap;l?li~

cation is filed.

(ii) Dif~ert=nq~ in Req Lon of., Bar- Ag,ains,t., Later

Applici3:tipn:

(a) Appl~sa1:~911~ of ,Dif;:E,erent E;il,ipgpate~,~I1Cl

Appj.Lcat i.ons pr, ,S~,~ F~lil1g,p~te::

'rhe. t~.r::m,."befor-e. tl1e,f~ling:" da:te-" is, explicitly

used in, .Ar:tic}e; ?~.~2 ,:~:arflg;f~~l1 1, .so. this Article La..

not applicable to applications of the same ,filing: date.r<··
In contr9-~.t; !\-I;1:,~,c:l,e,,39 .I'aragrap,h: }.,}s/ap:p,licable

~, to appLica t.Lona oft-he .same .~~:l~:rl(~r" d?;te .. :

(b) DE!?CF~ptioIl,or~laim:.
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Article ,:2,9.,...2,',: Ls.. apiYlicable"on:the:'ba'sis of::an

LnverrcLon dii;clb~ed: in the--as-j:if~d':'speCificat:i.on/

including' thJ: claim';": of"': :.the-·p:ti6r:'::a'pplicat:ion'~

iil"':6on-tri:!s't·;; Art:tcie j9:.t~··appiibab'let only -on the

b~s::ts- Of'ian Lnvent.Lcn cLadmed' in" the:;'clalm of the prior

app'Li.ca t Lon , ,

ec):; LaY'ing:,:·,:open Or' PubTidatiOn'ofPriOr

Application:

Inthe"'ca'se: 'wherethe' prior appl i.ca't.Lon is neither

pubi'ish'ed' nor"taid'6pen,Artl'cle 29';;'21"s riot; applicable.

The'tater appfJ.catibn" is"kbiiited:'acdord:Lrig"to

'Article "3'9 even: i:f 'the'prior 'a'ppi'icatio-rf {s', not

published or laid open.

(d) Withdrawal and Invalidation:

ACdbr'(~:lih:g to':Artidib'::ig'L2'~ if: 'OhiY: t.he prLo'r

application is published or laid open, the' 'later'

appi'idal:lo'ri iHaY'" 'b'~abat-e;dj ~'{re1{: ~h~'r{'~h~j' i?fi6r 'appli-

Wb:e-rl:>the prior appli'catidri: i::s"w.it'hdrawn or

irivalida;t~a., Artidfe 3:9da:nnot:'bk 'a:ppii~ci" ,:tb:- the la:ter

~applicatiqIl.

'iden'tity '(§f:~''':'o:r 'biff'er;ehbe in Appl'ican'ts:

When the" app't'i;~an:t"O'f:th6 :1:.9. tei'" 'apptfcation i's" the

same as the applicant o£~':the£'" p;~id:i::';a~thid~;tion"a:tthe
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'. trime- :when:-the':ta'ter;-,appl:fdati6n i's' ': £i ted,':Artic.Le 29~2

is riot ::'appli'cableto ,:the" Tate'r i,'cippli'dat:iort~

lri:cOntrast,Ar:t~ic,Te39,,15 :'appl;icable to the Lace.r

appLd.catif.on ev:enwhe-rt: the:appl:icartt'-,O'f: ~:t-lie la-ter'

app.Id.cat.Lori :,is, the s'a:me':-'a:g-::the'appl, ica::rrt':Of"the:'prior

(:f) Iden~tity,::6f', or Dif-fer'enc;e iri:::i-riventors ~

':When. ·,the':::inventOr: of, -the :la.:ter, ,:appTi'cabion>'c:±:s the

same a svt.he: inventor '6f,::the:,prior- applJJ:cat:fdrl-,,;:;Aftfcne

29 ...2 is not' '-appli'CabTe-, to' )the:laterapplfcatibn.

On the' o.the',r';hand,/<th'e lci'te'y:::appTi'c'ation:can be";

barred :.-accordirig::td' ,;A:r:tidlie >39;: irres'pecti-vely;:6.'f

whether the inventor of the later appli'cation::i's\ the

same as or different from the inventor of the prior

app.ldica'td.on ,

(g) Priority of Fraud Application:

''In .ca'se rwhe.re.cehe iIiven:tor',df;;'the'Tater iapp'li­

:cati'on ::is:'tlie -:-s'ame' 'as ~',the dnverrcof 'd,£-' '-,the :prior

application and the prior application; i'1-s,"a c'sb","-'Ca:,l'Ie:d­

fraud appLd'catd.on., ;-,the applicability;;6':E-; both ;Articles

are '"not di,fferenb ;,(s'ee' the pifrEHithesi,zed :-seriteric-e 'of!

ArtiCle 29-"2, ,Paragraph>T aJidArti'cle39 Panigraph6Y.

Howe"ver, Lnctihe ce.se 6£'::13.', ,Tater a'ptilida>tichY6f ';:a:

different:,j~riventor:' filed "by a'third--:'persdnj::the

-121-



:: appLd.cabd-Ld t.y .of'both A:r:t.i:c::1esare -d.i.fifer-errt., . :Namely,

according to, ArticLe _. 29 ~2,:€!ven,a,f,raud-,applicationcan

pe,a :.p:r::ior appLi.cat.Lon , .but; a.ccozdd.nq t.o·Article 39,

a fraud appLf.cat-Lon cannocvbe.ia prior app.lLcaedon ,

In oonneot.Lon with-the",effec:t of' barri:nga-:lat_er

application, it sometimes happens that both,Article

29-2 :and,Article 39"c:an:sim:ultaneously be applied to

one c:and::the·same later appLi.oa.t.Loncon.. the bas i a-o f a

:.-p.r:i:.o.r,appliqq,t:,i,pn .. - Inthi$.- .'.qa$~, the . EX,aminer may",

select ;"qIlYO~:.th.e twqArt:i;qles, a.t, 1).i'5 opjai.on-,

Ac:cording:to. ::tl:l.e,·practi,;cEl. of::the.J,i::ipaIle,Se Patent Office,

in such ',case,',Art,j:c1e 2.9:72 "",.1;',5 .app.lLed -mor-e vf.r-equent.Ly

than Article 39.

(2) Application Relation of Article 29-2 to.Article. 29

or 39:

"Manual qf'.Exami;na:tion, "of: Pa:tent.-:.and ,U,t:ility Model

px:ac:t:i.P,e.as .:follows:

(i) In case where the. filing .dateofthe later

appLi.ca't.Lonci.s the: seme-ias the pub Lf.cat.Lorr 'date or

l qid:cppen,;,dqte o;f .:,tl:l,€.' prior: app~-.tc::ation, .onl.y when it

is::appaJ:'ent.-,that-. the time of::;tb,e filing o fct.hevLat.e.r

application is·,later than th~,,:tiime ofvpubLdcat.Lon.t-on
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laying-01;>e'n:''O'f: the prior app'Ldca t Lon ," Arti'cl'e' 29" Ls

applied; arid; in ot.heir: cases, Articfe'29-2Ts"applied

t'or t.he sake of e:k'pe'di tiOh' of the- examf.nat-Lon as one

purport of enactment of Article 29-2~

~Tii) When' the": invehtib:nsse't'forth in the> claim

in' any" 'of the "following' 'C'i:i's'es';

(a) The fil'il1g, da'ces of"two or Illoreapplicati'ons

are identical.

(b}) The inventor or iippii'c~nt:'o':fthe''.Li·b;~i- apJ?'li­

ta:t.ion,:i's the'same a's::,:the i'~:&e:ntor':"or;'aprl1lC"ant" of the

pri6r'applicat'ion~:

5. PoTn·fs triv61v'ed in Ar't.±ch;!'29"';'2'c;{:PateIi't Law

(1) Points" 011< same ", tnventorshi'p:

wheh:,-'t'he:"inventor"of:t.he''ic:it'er El.pplicatfbn" 1$ 'the

aame'<as the';; inv'entor ;6f'the"pti.6r'appiicatibil, the

later':: appLLoati'oIl<,t s eX€Illp'tedfrom' '-"applJ.ba t.:Lon 'o'f

Article 29-2. The identity of inventorship is; in
principle, deciaed based'ort'whether' thelnvehttve

;enti't~i Lndd.catied :i'n';: the laterappl':fci:!t:L6:r{' is':' comp:n~'tely

Inagi-eein~ht,6f!:'tha:-t indiC'ate'cJ>in'- :i:l1eprIor 'appli­

cat16n~ 'However, even: if the :lIldicatibriof the
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Lnverrt.Lve .ene.i.ey ,i,z;:J1(),t.: comp Le t.e Ly .in agre~e;l)t";~l1i;~r-e

appl~cationst when it is evidenced,that:t~~inyent~ve

el'ltit¥,: i,s,.-,the same in :thf: t,~,;inY~Il;t::i.0BSt:~F:ti9).. e ,?9;2

is not applicable~

fn., case ,of,;.inv?IltioTl~:base,c?- o,~i ,jO-tIl~< rea;searches ,

since ,it is p.,if:ficult" t~<:spt;!cify•.:i,.n,y~pto;r:St ,j\l:¢igem9J:l.t

of identity of the inven,tqrslJ.ip;-.w:i.).L ,bt=9:i.ffi,cult-" and

,i.ssues Will arise, Ln.reh'i s connect.Lon,

Points on same. l\..p1:?:LJHC1nt,§h~p,;!;,

It .has to benot\,dthat when th.elat",r app.Li.ca.t.Lon

is a divisional application or a ne~,apP+:i.f?~ion~~9~

as the result of conversion of a parent patent or

uti1tt:Y ~p.4~~ ;apEl~9i=i;~i9P.,·;():r:,~dE?cisionof pi,sm,issaL of

amendment t the filing date of the later application is

retroacted and the a:pR,:L;~5::an,t'.-;9~':.t-h~;;';,9:t:ig.;ni3.:L;:?-pJ?lir

_c::gt.ion.Qn, tpis retr.oaci:eCifiling.d,ate,·, is;,regarded as
; , C,' " ,.' __' ,,__ , ,,,,' "',-' ,-" ',,' "',,,,' ",'," '",,' ',' • -".'" ',0 '••' _ ' __ ",' ' .. , ,',

the", ~PP~,~qaJ;lt:.or,t~e:" ,~?t,:7r:.,PH)Pt,,~c~,:t::J.9.B;,i'(,~e;~::?M~~u~*;"o f

Examil1a,t~on ef; g,<:i-tept; ?-n;<l') .lJ:tA~Jt-y,,; ¥o:R,c=f.:: 1].PP;L:i,Cp.t:i.Q.Il,,'I,

43. 04A) ,

There, is an opinion, t.o tl1.~.,. ~,:ff,ca.p:t;:, .t.ha tt,·: ~Il.;·:tp.e,

pa~e of, a later appLi.oat.Lon 9f,~~i-9p ,:tp,~,:: ,~p.p:~icaIlt:",i;.!;;i

the same.. as" .t.he appLd oarrt, of "t-1;Le p:ri:-C?r::;C!-ppliq,a·tipIlt the

excepti9:fls:tip:q).~~~d,,in ~:r~i?te:;",t~:)2~1}9?':J.J,.,4;;no t, •. pe
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adm.i.t.eed, Th~::<r,~,~,t:l3pn i,s,' :that,whe.n ·t1J.I2!:: applicants- are

.ehe. s:9-me, :Eili-.11g, o.f a divi:sio:lial,appli.c.a:tion,w:i-ll

sa,1::L?,:EY ,.tP?,W:!-:sh, of; t,lJ.:1? ,app1:L'paIl.t.i:n,'mFlny cases and an

abuse of a substantial prolonga.t,i9I1,':..of,·;dur9-:tion D,f-the

patent; by, :fi,,:J...,.t.llg:-, o f. ,sU9hle:tt:E:l,:r':apP:L:Lga"t:iqn',9an:' be(

(3) Paint.s OIl,::::pr.:i9:r::', 'hPP'lJc.~::ti9.n:,;<'

(i) Effecj:iy"" Filing, Date, of Prior Application/as

Referel1c~A,g:aiIlst,.::I.,a:te:r:',: Applica·:ti.on::i

Th,e E;.fJ.ec::tJye::f.-il:ingr:.-:da:te::pJt:, tl1.e p.rd.or- appl:i,ca;t:ion

claiming the' ~9.nVe.I?-:t::i.9.Il P:r:iq:+i;i.::l:Y:·.:is,' as::. descr-Lbsad-amder­

3(3) aboye.

;In",case w:1J.~:re'. .t.he.. p:rJ9,:r:" appl':i.cati-oI1:'isa:Ili app:l;i,,,"t

ca;1::~o,I1 O:t ,:~1:l:i.P)::Li_ tJ).~;;,fi:J..i.-ng,,¢le:t':l:?,,i s .retrroac'tLve , such-vas

a9i'-yis;i.qIl?i,;L::.:9-PPJj·c.~:t:i..9P':<:,(!?ee.Ar-t.Lc.Le 4,~·; o f.. the ,P,atent

Law), a converted appLi.cat.don- ($,e,e-,, __ ~J,4.'.c.le.s __ 45'__>ancli,~4,.6>

o.J,:t1J.~. ,Pa tC=Ilt- :;Le:tow,)::, ().r,:,a:-;Ilew:"app,1i,;9.ation:, ,foiJed af.t.e.r

d~smi,ssal,.of ;?:ftl?.n9J:ne!1j:,,:;dAp~:i.c,-:l.e·::5,3, :Parag:r:aph ,40£:; the

Patent Law), the actual filing date of such application

is regarded as the e£fect:4v:.ec£,·i:li:ng det.e: ,pi the pripr:

a,PP~.-.i,~Cl:i::~,<:>n Ln ~9,;{a,:r:·;:,as_':appJ4cq,ti.on "of Article_~(29-2 is

concerned. ,~c:c:orq.:l::rl,g:ly·,-",ine.,the 9a-S.~-; of,' ·.a:i:J;le~·::,a'ppli~"·

ca t.Lon.. "f,il'.E?d::-. '.C3::E::t;er: ,gis,mis,sa.J,.:,,<:>£ 'arne:Pdm~nt:,·:' ja.-, probLern :":
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ari ses on' the' fac-ttha,t a patehtalipl1.cati'on filed' by

other person dllring:a period' or: from':,thefiling"date' of

amendment; .to the actual-:'fili'hg dat;e- of." ,the new 'ap:pli~

.ce.tLon oannot r be bar-r-ed;

(ii) Invention'- nisclos'e-d in PrlorApplication:':

The invention disclosed in the prior application:

is limited to an invention which can be grasped as a

complete invention based: 011' the; disc16sure of,the as­

fiJ.ed";'specific'ation o'fthe:':prlo'r application:. It is

considered that the 'tec,hnica:r con'tent:-: :of·':;thes'aid;

invention shou'ld be de'scribed" in: theas';""f,i:J..edspecifi­

ca~t'ion'suff,ici'EmtlY-to such- 'ah'exte'il't·::that'·'if a

divisional application covering the said invention'is

filed~ the bene-fi:tof:retrbaction':bf:,the filing date

',will" .be . 'en'[oyed ;' Of co\ri-·'se,:,;:the:'said: i:llvention -need

-noc be 'idemtlca'l with: the':; 'i'i:lveht-i6ri , set:'for:th-'in:-the

claim of,' :the::,pr·iOr:, app'Ldca'td.on-;

A' So':;';ca·l'ted: J.IlC'bmplete',:'iilventiofr :is :not:reg'arded

as the:inveri:tibn- of :the:ptJ.o'r:"" appli'c'a'tionrefe'rred''-':td

herein.

(iii)' Identity of Ihvehtidm

:AccorClingto,I',EXamina:tlon 'Stahdard 'on Iden'tlty Of

Invention" published"by' 'the"'Japariese:Pate'nt Of'fice{C

when: -two inventio'ns'<a're': compared for:: JU'dg±rig'·the
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identity of't.he inv'en£'iori thrbtigh'any 'of Ar-t.Lcl.e 29

Paragraph 1 ,A:rt'fcle' '29':-2 'and Ar'ti'di'e:' '3'9 of the Patent

Law, if there is only found a difference corresponding

to 'a''ritE;re :'chcii1'g~ o'f:;-'th~ striiC't:\irEi -, ",i"Iri:ere':'dif'fe£~nce in

use, "'a'Irtere(a.fffe"reri&e'b:etw~e'n:;the;:a'b:serid~ci'n'cf'the

.,
are :f'e<j:Jrded ,"i:ts 'hJ'irt~ ''''id'ent.:L'Cal\Jith"'e';:'b':6.' 'dthe'r:

'Adbdfd.'ing' 't6~ "t-hek 'sazri~Exarrifriat.f'6'ri" ,8:taha.:a:id,
grasping of th'e"irt\fetlf.'ibf(,'-I's' rtidrle o'b. th~'j;a~f~ 6f the

tecrititdih ':iriidtt.e'f ;;cif~;clb~sed~t'n"tiif1 s:pedrfi.di:tfion of"

drci.~irigs'a.O'd, "bri fri~~fp'f;et'£ti6'ri :'o'f'::th~·tedhtifc~i

matter', what i's' ri6"t'::'e*pte'~~ly';dr~cib:§ed :iii'::thE{:"~!?~ci£i.­

catioii'''br ::drchGi'hg's';'brit'-:\t~:r-~o--b~iou's 'fi:6'rli';:th~'::diE;blosl.iie

is 'addftiBnally fa:keh'iritd adb6urit.

Inciden·t.;:iily, ;';&h~n;'::a:rt dffi't:e :'Actf6n 'd'r "pat'erit

OppO'£iiti'on"r'Jiy1:'ng ~ 6n'>A:f,tf&ie' ";ig.;;,,2'::{-s i~sl.led~6r i6d~~'d,

the ap'plid§:iif:has r:to ':be; d£ir~ftii'n8t' t.ti:iidd: an:' rinIlEiBi3~~

sary limitation to the claim for arguing'urionvi6usness

while confusing Article 29-2 with Article 29 Paragraph

2 (inventive step), because it is sufficient orily t6

clarify"J:;afst:f:tidtibri' of'::th~'·diairttE:!d iri:~~riti6ri b{rer

the"inv-erifiori'6i the prior applicati6ri~'
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,~;l}~re, .:~rE!"p:r,:~E>..~n t:; -Sie:~,~:r:'?; f" ~'t;:t:;ent:, r.,~,~~o ,-,ap9~ ,:~,i.:l:t~n1:.,

ConvE!p:"Si()Il::s: iP9~Hd,~.ng,,:. ,l'r?y~,:~~Pl'\S,,9J ",:t:ll:e ':,~~me:, __ Ptlrpor~;,;.as

th;atoJ.,·1\:rtiqle ,,49~2 of .:,,!=,he;,.IaP.Cl;~e,s~ ~:'t,~,ez:t;L~W, ,:t;,J::~()ugh

these proy:i,f),iQlJ.,s .. a re not; :q,omp~;~,;telX :t:<:leIl,t:iy,a,t.,+:9'; mi.nor

points v;r,~tih .. ~:r::t.iq.l.,e ..;~_Q.-;?_. D:j.,t,f,ereXI:G"es.. ar_e ;fQ,uJ)q in (a)

wl:1ethE:l+ the whole cont.ent, ClJ:'P~Qi3-,qh,,:9,~;;tl1,~.,

c La.im app;:Qa,Q4 i,$. <;i,~qpt:ed~ (p):,\fh'rtht?r, the p~:,i'irE

applicq"~~QIl,is,,:c;,t,~d o,nly :~Ql::/ O:,'rX!Y~J;l,gt:h.e noveLt.y :Cl,f

tl1e.,~Ilyel1t:ioIl ;Of_,J;~h,e :I,at,er gP'P,~~:,9:c;:t~o;:t,l ?r e Lso fqr.

9~r:ty~~g: ,t:,h~,:..;:Lny~nt:iy-e"st:em .(l1.J}.9bv:i9-uBn,~sl3,l_"pf "th~,

invention of the late.~,;;i.:lppJiqa,t:io~!,:(c) :,t~~:e,,~f~cJ-tv~

filing ,date o~ .theprio~applicatipn~itedas.reference
,', c,., ..··' ,',,"/ ';", (;:',' ":'.", ",:,: . '-'., ',:'" ',''':''i'-'' '",,' ", ';:""', ".',

i;lWg;l1st,;1:h~ t~:~~r",'7PI?!+c;:a~~9~,>C3:nd"'S,(d~';:;\f~t7tI;e~,,,R,r.i!?:?,t an

~c:::~p,t:~()n,Js admitteq, ba~E7d;,8Il t;re,:,,~n:-r~nt97"'T,4iI?,,'5rF

(1) Japan:

~13 ge9q:t;i})~q. n~J:".~~?pe~,q¥e,;"t~~ ,.w;BRle:,.9?nt:e:n1:

approach is adop~~d,:~n:,J9:p~n". and t:h~ ~f,iqF::~I?l?t,~<rat~,9n

is cited only for denying the novelty of the invention

of the later application. In case where the prior
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applicatioII'''':!-san: application, claiming ,the" ccnvent.Lonr.

priority,'>,inso: fap., a's: ,an, invention':,commoIl,lY'"di,sclosed

in ,the:,as~,filed specif:!-cation"ofct'he'.prior app Ldcat.Lon

filed in Japan and the as-filed speci-f·i.ca'i:ionfil:~d:'in"

the first country is concerned, the Convention priority

prior app.l'Lca.t.Lonjv.and d.n, ,cas,e~"wher;~:':'"thEL pr-Lor

appLd.cat.Lon-d.s oan appLd.ca t.Lon ,file,d d.n. J,apaJ.'l;,thrpug},l

P.CT,,::,in: so·:f.ar",.as an .Lnyerrt-i.on, ,q9mmPlflY::,·,Cl;i.,$c19.sed~,in­

the Japanese i"t:r:ans,la'tion);and-the a:s~fi..l:e.Cl':'~P6c8:i.f·ipation

:0£ :·:the inte,rnati,pnal::::applicatipn; Ls. conoermed., tihe ,

fi-l:ing, date,_of., the ',int,er:na,ti,pnal: appj.Lcacdon. is, ,reg~rc:1~

ed as ,:'the,', -,ef:f,ect:,i,v.e.',"fi·'1i:ng< :da.t.e:':·9{~/:the, .pr Lo.r appli:C'ar;-!

trdon ..

.i,.Tn r,e?Pect::p£ an-eppt.Lcaedcn. ,c],p.:;i..ming,:the: ,pri,qri:l:Y

baaed...ou::rthE!;:" 'Pap.i:s< Sony;en:t-iony: .tihe. .specd f~Ga,t.:i.Q]].~o,f ,a:'

aecond .courrtry ':,flPpli.catiqIl:,is:,.;of.t~n:.pr-epa.red by ::,a¢l,ding

·:Ile~!. ITl,i3,:t.te:r:' -to, the:s,pe,pi:f:i:ca:t;;i.on:.:,fi:l e4: ,in!. .t.he -f':lp"st;

count.ry, -,l\ccor"dil1,gly,. i:f:,,:an, Office "~Gtipn '.:-relying on

Article 29-2 is issued while citing a: prior !appli,G.a;,:l:;,d;"pn

clo3.i~~ng _,the ,~onyen,t.iqt:l,pr;ior:i.-1:.Y":,,i:t::.':-i,s ,'peqJII[£len,c1i3.ble

to·, ;check :th~:p:r:i().ri;tY_:ClQC:::UIllen,t".'(-t)J.J~' .:a.:s,fih~,d

sp:,eciJic.a.::t:i.qn.,fi:lfi:!d,: :i,:.n ,:t,h;~.: ,.f-i'~s ..t.':,coup:tpy ),:.

::r:n~i:d.ep:i?alJoY,':; .when: i::l1e:i.n:v~ntorsh;i,p:Q,r 'appl.iq.a;p~:-:



ship: is"·'; t.he. 'same between prior and::later application::;,,:

the ': prior 'application is .not.. cd.tied :against the 'later

application; and,>therefore; theprobTem of the: self·~

cod Ld.si.on 'does'no'b ari'se'.:

(2) USA:

In USA', -the',wh61e con:tenb":' approach: Lsv.adop t.edjo and

a p'riaI:' ,.appTica.'tibn:is cit'edi:for'denyin'g :not.'only:the

novel ty' -btit:, :a:tso'." ,the;:::t1hbbvibu:s'iiefss'6f :the'::i:nvention df

falater:appJ:idat16ir(see'S5 'USC::102(e,):'and 103)0,­

However.; sTnce ':the laying;';operr' 'system: -Ls. -not; 'adopted in

-USA~,."bnl:y""when the 'priar':;appTic'a.tibnis' pa·tehted,,--,.,·the:.

dist.:lb':::l'u':!:'e '6f,:: 'the,'pat'entea:: 'sp:et::J.. f-ica.tioil" ;,fs:'::ci:te-d.:

Furthermore, the actual filing date in USA is regarded

a.:S:th~e£f'ecti\7e::filing date: hf,; -ehe' pr-Lorc-app'Li.ca'tiLon

(In ·re Hitmer:)".: EVen'<when'the;assignees:,'(appli'ca:n::ts)

are: '·'thes'ame-b'etween:piior' and later:"ap'plica:ti6ns, :1:£ '

di:Efer,.ir1:) from

the'} ihveh-t6rbt: :the Ta:t~r. appfiba,tioh i, ,: ,':the prior:

ap'pl'ida·tibh 'i's: 'c1ted.:"

A's":is':.'weTl '-'known, the- US:::,pa.·t'e'riV:Law adOI>,ts;:,the;

prior Lnventdon' -p'rinciple'.:'c·' AC'cordih<jTy;' ,,:thej'·:'b~iJect.iOh

relying on the ",prTbi:<"appli'datioh ',dan:<'be "bvercome, 'iff'''Tt­

Ls' iprdved~.;tha.t ·"the:" '·inveritOr "diE" the\\;late{r·":a.ppi'fcation
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compLet ed tiheffrrven't.Lon earlier,i'than r.he.cdnverrtor- 'of"

the Priora.pplica.tion(see 37 CFRL131);

(3) EPC:

The'whole corrterrt.r approech is <adop'ted in ~EPC::(see

t.he: pr'ior' 'appli:catibIi' cd.s r.e.i.tiedcorr'l.y ,:for:,,':denyi,rig ,the

riov'e"lty of :the Lnventd.on 'C'6'f, ,the l'ater""application (see'

Article 56 Second Sentence,cof':EPC):. :;IIi' case whers;;:the

prior application is an application claiming the Con­

vention priority, the Convention priori ty date "iEl

r-eqar-ded .ias 'the:>effective"":filing' date o'f ":1::he,,,pri6r

application (see Artfcle89 of·EPC); .

jriroont reis'c to' the".::-Japanese ',:Patent Law;' the self~

coLl.Ls.i.ono.scedrrd.t t.ed acco'r.d.i.nqot.o: EPC'~" In,,'other':,'"

words',,:,'exceptions are :not:')admitted onrt.heibas i.s of .t.he

same inventor-ship .o r Iappj.Lcantiahd.p accond.i.nqtto EPC,~:;:,

In"connectionxwith,', the :-criteria";for': j udqLnq :the'

Ldentd,ty between:inverttions; the, Japanese,,;patent:Office

has published the ,about 90':'page;.:;volurtlinous "·Examination

Standard on Identity of Invention" and EPO has publish-:

ed "Guidelines for Examination in the European Patent

Office" and, inter alia, Part C Chapter IV 7.2 thereof.

The real differences in judging the identity of
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Lnvent.Lo'n-between the'Japanes,e, Paten,t.offic€!:' and 'EPO"

is, however, no'ctcLee.r 'from t.hes e cpubl.Lca.t.Lone, -In

other words, it is not clear whether or not there are

differences between both the Offices in extent "Where,

the:nove'l ty of :the';'.c1:aime.d::':i-nvention of a, :later,

.,' app.l i'cartu.on is ·barred- ,;"by :,:the .rdeecr-Lpt.Lon rof a ;cpri2or::<

appLLcatd.on , i'Exact .compardscn "Iltay.<:nQt;:,be ,:,parri.:ed-,:out'·

until ,theca.selaw.ha.s beensescahLi.shed QycEl'Q, 1:;h"Q.ugh

examination:,:of: many ipat.ent; applJcati.on:

(4) l'CT,

-In ,:the d.nternational::pr.elimi-na.r:y:,,':examinationr :,the

invention of a prior application::-is':not::l:'ega:rdeCl,.)as :::a

prior art becauseiof the, character of ehi.s-examdnat.Lon ,

However--;,' the ::.presence ::of' auchop.rd.o.r: appl.Lca-t.i.ontLs :

notied-d.n, an.d.ncer-na-tLona.L ;-preliminary -exemdna 'ti.on, L

report bes edvon.vt.he idea.,:that.::in,dicati;oIi::,of."the',

:,,judging .tihevpatient.abLl.Lt.y in .exerni.nat.fon. in a selec::::ted

CQ.untry(see"Regu1ation, ~4. 3 :Q.f.l'CTJ.
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,APl;>ENDIX,

(From Tanabe/Wegner: "JAPANESE PATENT LAW" (197C)

29tN1,''::Uj \Vllere a~"invenil~n' ~i~m~trin a patent a~:~l'~at'on is identical with an invention or
device(not~ins,an:invel1tion _~r~evice, m~e" b)':tl10Jn~entor;9f:lh~:in,?enUoll cI!llmedinthe
patent appll~ation) thai has been d'escribed in the speclficatlon or drawings originally attached to
the request- oLanotherapplica1ion.fora,oalcnt"or f~r a utility-model.repstration and:wl:te,e ,uch"_.,, "',-,,.' "", ". ,',- ,,-, "',"""<l-~{.1I'I'4.o1to. "f -'.' . "'--,,- ," "',',..- ",.,-": -
other application was filed II Ei! 'me patent application concerned and underwent
~u()ltcation lKtJ~oku) orJay~n8·op_~n ff)l p_ubltc,lnspecUonl~9.~/) _aJte~ ,Ihefiling ofthcPlitent
'applicado~ 'concerned, '. pate~t shaU no't 'be granted for the flrst-mentloned Invention

n(ltwiduta.ll(ji"g,,~ction ,29(I).l.~ow~v_er, this p_ro!~!CJn shailnot:llPpIY_:'Yhe~e"a.t. t1)e Um~'9(fUJIlI
of the patent application concerned, the applicant In the else ofsuch application and the applicant

in the case of the other application for a patent or. utility 11U;xlelre&ls~~all,onare;lheum~:pe:rson.

(2) For the purposes of applying the preceding subsection to the case where another application
for. patent or a utility model reglstrallon which was flied earlier than the nling date of the patent
appllcatioo concerned Is an international patent appUcation referred to in Section 184m (2) Oflhis
Law or an international utility model application referred to in Section 481ft (2) of the Utility Model
Law (Law No. 123 of 1959) (including such an International-appllcalion as haVing been recognized
as a petenr application or ,a utility model application under Section 1841Cdecitr. (4) of Ihis Law or
Section 48Qualftdeca (4) of the Utility Model Law), the passage reading " ....• described in the
speciOcaUonor draWings originally attached to the request" in the preceding subsection shall be con­
aidered 10 have been replaced by"..... described, as of the inlcrnatlonal filing date referred to in
Section 184Qu, ta (I) of this Law or Section 48Qu1tel' (I) of the Utility Model Law (or"":in the case of
an internalional application which is recognized as an application for a patent or a utility model
registration under Section 184~ (4) of this Law or Section 48Qul1CJdedls (4) of the Utility Model
Law (hereinafter in this subsection referred to as "recogniZed International applicallon")- as of the
date which would be accorded as the international ming date under Section 184ltll1cckl (4) of this
ILaw or Section 48Quatel dec:ils (4) of the UtlJity Model Law. Hereinafter in this subsection referred to.
as "international filing date" in the description, the claims or the drawings of the international appll·
cation (or -Jn respect of a foreign language application for a patent or a utilily model reglslralion
referred to in Sectlun 184Quilicr (I) of this Law or Section 4SQUIer (I) of the Utility Model Law-

documents referred to in Section J84QUlll ct (4)ofttJis Lew or Section 48QUl lct (4) of the Utility Model
.Law, and -an respect of a recognized inlernational application in III foreign language- both in the said
,documents as of the International filing date and in the translenon of the said documents furnished
under Section 184...... (2) of Ihis Law or Section 48QlWclrdcciel (2) of the Utility Model Law)"
and the passage reading "publication (Kokoku) or laylng-open for public inspection (Kokai)" in the
preceding subsection shall be considered to have been replaced by "publication (Kokoku), layins­
0p!n for public inspeclion (Kokai) or inlernatlonal publication referred to in Article 21 of the
Patent Cooperation Treaty done at Washington, June 19, 1910"
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(Patentability of inv'~'~t;iriri~)
29. - (1) Any person who has made an invention which is industrially applicable may

obtain a patent therefor, except in-theca" of the followins inventions:
(': ,,~i):J,~,ve~Uons. which: \V~re .publi~ly known in Japan prior to the filing of the patent
application; _. '

(Ii) inventions which were. publicly worked in Japan prior to the filing of the patent
application;

(iii) InvenUons which were de"ribed In a publication distrlbute~in .Japall ,or, elle!fhere prior
to the nUnS of the patent appUcation. ' , , ,

application, by a person with ordinary skilLin the art to which the invention peJ:tain•• on the bois
ohri,inventlori:or:inventions referred:/tl) In:'anyof-the piragraphs:ofsubsfI(tion'(I), i. patent:,:lhall
not be granted for such an invention notwJthstandJng subseeuon (I),

(Ffrst-tc-Iile rule)
-39',·- (I)' Where two ormore.patent :appUc:ations, telatingto'ilhesame'lnveniiori arii'- fded:on':

different dates, only the first applicant may obtain a patent for the invention.

(~) 'jWhei:~-,t;wH o~" inore -:palt~'t' '~\p~li~'~i~jjris rel~ting:to. lll~ '~in~ -i'n~~ntid'n'are: fiied<iri the

same d~t~," only",one"s~~~:, a:p~lic~~t._;ag~e~: ~poll, _~ft~r,:I1l~tu,aI, ~:~~s:~I!atl;~1l ~~~ __ ~I:,:t,~e
appllcants~ may'obtain'a patent ror the inverltlo'n. Ifn~ aP~~ri1"eiit Is:re3ched or n~ consultat'ion is .

~,I_ble, ':I,()J1eor_t,~e !,-ppl,ic~nts sh~to~~~!I1,~ Pll~ent fell. the in'Y~nt~oll~
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PATENT TERM RESTORATION

by Rudolph J. Anderson, Jr.

I.' INTRODUCTION

In t'he'iUni:,ted States and "Japan',o: two major Lnter re Le t.ed

deve.Lepme.nt.soove r. the Las tcetwen t.y years have":'had'a substantial

impact on the time it now takes for an inventor of a new drug,

pesticide, other chemical product or a medical device to

developrand;.~brtng:<:a;;ne.w'product::to,'market.'Firs·t'; ,there have

been,iJ!lP()r,t,a,~t,:st r ,iJi¢s: in ,th~P~y~.~ppmeJ:lt,9~(,lP8ph,~i~t~cated and

t irne-+~9,~,~,4tri,trl,g":¥:~thn'~'q4~¥ ':'~b,~'t~:~g:',:~6,~:',<~'k'r~:t-:y~~::',',:~:~,~'~'~'~_'9':/":.~ nd

environmental effectl{'O'i '::~u6h":ptodH8:t:!~~"':HaVih:g:d~"eiO'ped such

techniques, manufacturers have accepted as their obligation the

adequate testing of their new products before marketing them

commercially. Second, the u.s. Congress and the Japanese Diet

have formalized the obligations by enacting laws imposing

-increasinq Ly r'igorous"regulatoryagehcy reView'tit

premanufacture and premarketing testing of such products.

These developments have had an inadvertent, but not

surprising, adverse effect on the period of commercial

exclusivity of the patented product in both countries. As the

premarket testing and regulatory review have become enormously

more complex and lengthy, the effective patent life has

radically decreased. For example, in 1962, it took about 2
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year's to br'ing'<'a, new.rpharmaceu t.LceI: .product, from discovery to

m,a,rk,eting.in:<the, pnit'ed:-::S:tates i<i t'.now ·takes:an"average 'of

yea:r'$,:decrecising th,e:,.,pa,t,ent:,lif.e! remaLn i-nq to:prot'ect

qomm_er.c-ia:l:iz,a,ti;on .of. <the,;:prqduct:toabout a decade 0.£ s aLe s a

By:" th~:",tJ~e: :a,O,a;S,a: pe's t·,i.c Ldeune.nufiactiu r e,r .es t abH'shes tha t,:a

-commer cLal-. ma,r·ket::i,ng,_,_ th,er,e;,::may: be.:only'.-120.:r._ .ao, year g,Of';

patent protection remaining.

Be:c<3.:useth.e:,' p'a tenb;:ha:s:' .,t:racil·it ipnal1y: served: .as ·the pr-imary

incent..ive ..for ,.i-nve:st.m~nt:i:n·:r e search r and- Lnnovet kon- in< these

field.s,-,i'bhe;" diminishi,ng .patent ,:life"-has:',.s:er:'ious',,implicatiorfS

for .auch .inve s trnenr-, I, wou Ldt-Li.ke to:·discuss, 'po s sLbLe. .r emedie s

to; cor.r ec t-c t.he. .adver.s.e.re f:f'ec:t's,:,·t'estihg,- and .premanufaotrure

regulatory requ.I remerrts.: have. had, on' -t.he: .commer c LaLvd.Lfe-,.oft..t.he

patent.

CLearLy., '~e": .carmot, rol:h:' back ; r.he.t-c Locko on. .the.. r equ Lat.o ry

sta:tu.tes,: not -i.s'. it;':,de'sir,abl,e:::to:stopthe :growth o.f.: Lmpr.oved,

analytical- tes';t:ing;m'e:tho:ds:~;:r~ga'r:d,less of "hbw,:·, time. con aum i.nq

and costLy theYjDlilybe.Bo,th the;regulptor,y: stptutes,pnd th~

improved test irtg::;;,~,a,p~,b.il:i;t:ies have, .pr-ovLded- s,igp':i-,f"Jc?lnt:".­

benefits to: socLe ty', The.:" consumer has-va, r'ight,,;-t.o:": expec-t;.. that

.the. p~ug ;-ta',ken>:·is:: sa:fe;' and.__. effec't'ive and: the- pes.t.Lc-i.dec-ep'r ayed

on:tpe,,:-g.arde,n will,.-·not cause adverse heeLt.h or'.' env i r onmen t.a L

prol:>l~ms.
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,What>,then:are the; >al,ter'natives>'for, ,the concerned

poLicymake ri-Look-i nq .fo r ways to courreer act; tihe",negatfve e'ffects

these deveLopmerrt s .mayv.h'ave had ,onr-esearch' and mnovat Ionz

First:,.: industry and-Ehe qover nmerit; -can' work 't01mp-r,oVe"the

pace .of the regulatory' appzovaLswhe n ',it: 'is required,'pr-ior:,:'to,

marketing'. Unn,ec'essary' delays' harm: .noe: :cnry' the' manu fact.ur-e r",

but also t.he publ.d.c :which:-may' be' den'i'ed:; acc'e:s's":t'Cf<import'ant,>new

drugs, pesticides, or products.

As a;;second':alternat'ive',:' the 'gove-rnment'!'ltselfcouTd

undertake': and be-ar""the ':expen:se'>bf- h'e:a.l:th:-and::'environmental

e f Sec.tsvte s tinq ,' While:: such: al1alternat'i-ve:'woufa elfmiria'te the

;costs, to, the:, inventor., andd t.her eby: f'ree:fundsfor research on

new Lnnovac Iona,. ,the disadvantages', t o: such: an appr.oach, would

'.,s,eem'to"'far outweigh "theadvan'tages~:-:'Such an; unde r t-akd nq-weuLd

create an administrative nightmare to establish criteria 'and

procedure s. to determine:" whe,n:: aipr.Lva t.e r e seer.ch proj e c.t- '

warr'anted,' the .Lnvest.merrt; -of:: government;: fU'nds: for health' and

and: it': 'seems:' ,unTl kely·':tha't: Conq r essvor the D'H:'! to, wOiJ.l'd' he'

wi LLf.nq: ;to'; ,tmpb's~' s'uch:a" burden' oil' ,the; t'a:x'i?a:ye';t::

Anothe'r::: maj o r. , approach to-,"·incrf:'aS'e'; Incentives for research

'and: deve'Icpmencd s-. for ,the effectlve'::patent:' term"'to"c,be':,'re'st'ored

t o. :itsL'full' '1:7 years: or 20 years,' in' olJ:rt'e'spective;,', ccuntrIe s; ,

The patent has traditionally served as a significant incentive

for new inventions. The patent's full term exclusive marketing
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one 1??ssi?il,i,tY",in"ttle Unit:;ed ,~tat:es ,is,Jpr"the,

Commissioner of Patents to si~PAY,withholq:i$suance pf,a'pat~nt

untIL r,egll,la t,ory ,review, ,has, ,b.ee~ compLet.ed _ ~h.,e'Pfite'p't.,

appLfcant; ,w,ould ,inc1!J,de in,~,he",app~,ic:~tiPfl,a n0'ti,ce; ,tha:"t ehe

invention cis, ,~Hb:jeFt,:t.p premar ke.t ,tep,~in~J,anq,.r equ Le.t.ory. r.ev.I ew

requirements. Once the testing and r,eY'ie\>l"p~.()cesse~,;we:r;€!

successfully completed, the applicant would notify ,the

~p~nJJl.is~,~_?,pe,r,who: would t.hen i,ssue:~tl~",PCl,telltt Ln. this ,W?Y", .t.he

inventor, "",O,u1t:1"pe, assured, o~,_ a f~,~.1:,~,eV:7n,,~e:T,:p'yeaq;: pf

comrne r c i.a LvexcLusiv i.cy ,fp.:r., ,the produot, !I'h"e~Y:;;,te~ W.ould.,.;llsQ

be!5i:mp1e:" ,fpr,,; :th,.e,:, Commi ssLoner tc:>./adTr!.inister.~,

SJ-lC?03" "S:l?:I.,~ti..on,is, ,pot.-! ho,w,ev~~1 o/.it;h-9uJ:;~.t.;; .disaqya;ntag.es,

nor Le. i t ,9.\.li~,?bl~"~p""JaJ?,ap,, '!I,h,eFe,. 1?9-,t.e~t, fe,rm3 i~;, measured f r om

filing rather than grant.

The ,~aj<?F:, ,;q,i.9fldva.Il,~a~,e is ,H\.a1:,,; a produ~,t..:"mi,9,1;l'.t: ,n.§!:Y.e: r

. receive regulatory: approv,aland a,pa,ten1:,.;app;r.,i9,a~~on"~oul¢l,,.
, ;',:' ",'.,;" ,,".- ' ','", ;''-' ',: ,':, ",','-- ,'" ,-' ,; '"''''''''-''' ''''.' -"",,,'--

r ema LnvpendLriq fp!j yecp;s:_, :.h'his wOB~q·,;d~~,~y ,~r~h expi r a ..tjgn: P,f.,,;

A,;p:r()b.l~~ ,speg.i:Eic to q9-~mic~;L.",pa.~~D~,~ is t1;l~~ .o f the ..

g~p.eric qla.iII:L 9Rye~fnl3 a grollP"o~!r~l~~~d":.p0!1}I?ql1n¢iS,-,, The:

product within the scope of the patent which unde..rg()~s tQ~

preItlcu?u~q~tllr,~ test;ngancJ .)::~,~~~~~qr¥...;r~Y~ff'i? Wi~L:"Q~ qaseCi upon

a specific compound within that ,ge:;n;~,:r~c.-.:,g:r_0t:lP~ ,It; ...;~ould.- pe

unfair for the entire generic class to enjoy a lengthened

patent term because a single compound within the class was

subjected to premanufacture testing and regulatory review

requirements.
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Arialter:nat i ve':applicabte::: to both our .'coun t r ie!;{" is' "fo

provide:a/':pre'def,inefd,e:xfension II period for any product'subject

to'prema,rke't,t'esting and:'regula'tory review. :For':exampTe:; ',the

u.s. patent term for drugs could be lengthened by eight years

becausert.hat; is "the::av'e'ta<.:fe tIme it f'a'kes,:'to"\Coriduct;fhe t est s

n~;Ce:s'sa;ty"':'t;6 ~~:'s'E2i'fii:i"~fj":~,,~':t~t,-';"~'ri::d':'~~-f"f;'i'6:~';d~:"-'6:t:'::'~"','ri:~:;;";:':~ii"J:~.a'rid" .: t 0

obtainU.S.FDKappccnfa'l 'Our, EPA estimafesfhaf i f'faXes

approxirna'telyfiv'e years for'a newpes'ticTde to,'be:;-adeqtiateTy

tested:and'a:pproved "sovthe rpa ten:t "pe rLod :"f'or pes t Lc'Lde s c'ou'Ld

be extended <for:acomp'arablepe:riod'of,t'im'e. siriiiTar

ce Icu.Le't i ons canrbe ;developed" in <Japan. SUch en vext'errs fon

method -p r ovi.de's ,the' advantage of" cer,:tai'nty foYthe ,:pa-terife'e.

The "patentee wduld,:,notify',:the Commisslon'et' when ':a <:p'atented

pioduct,fel1:'in'to fhe"ptemaYke,t :,test:ing arid:r'eguTafory'fe'v'ie'w

category) -'and.the:Commission'er"'would:'issue fa' patent: -fo'r"' 'a, : 'term

of 9rea t er.vthari- :,'the.rnor IDal:17-year"pefr1'od ~

The' def'ic:ienci'e's-' in' :thi-Ef met.hod a r e' obv i'6us. Produo t s

covered by the same,r:e'gu'I'a:to:r:y ;:'requitemehts"wQuld "fece Ive 'the'

same 'extension pe':rt'od,;',:regardless: of how :long':iE,'actu'ifl-ly t.ook

to test and 'Shepherd the product through th<i"Yegulafory

r ev i ew, A: product 'which deV:iat'ed very' lft:tle" "f':nffs "che'mfcal'

composition or application from a previously approved product

may require less testing and be approved for marketing more

quickly than a significant break-through product, completely

new in structure and application. Yet, the two would enjoy the

same patent extension benefits.
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M:qr~,().vE;!r:, thg~/~.xt~I}S i:cm,,',;p~.r:: iq.q ,~',~o.ul.d, .have ,:tq, :-be .continually

rea.9Ju.!?t.,e:d,tO:, r efLect, c.ha.nges"i.IJ t:e,s.tin,g met.hodoLoq Les rwhLch

le,ng th,e:n "qr::,:shopten ,.-,:l;,es.t:;ing :-tifl1e,.~d j:uscmentia ""would,:also i:be

I117C::,e:ssary co "r,ef:l::e,et 'jch,ange,s in :::regula~ory·:pr(),ce.dure.s':which .may

reduce .or .Lncreas e t he :~,e:glll;,at:9ry reyi,e,w., .pe.rLod, WJ;t'ho.ut,s,uch

r~,adjuS,trnen,":.s" .'"th,e:" exnene Lon ,:per iqd,;Wq,uld; ,sopn,'c,ease .t-o r:e,fl'e,ct

real"wo_r:ld.,e~p,et':ie::nce:",. ::~J, th:e period jbecamevtoovahort,

re s ee r ch :anq:,de:yelqpITIe:l1t;,wou-ld no ti-receLve t he jdncentrves

intended 1:>Y: ,pro}l.iqi:,I}g i:,tl'!e;" ·cgxt:en.~ipn ._: :,1 f: ;:the-pe:r:;iod wer e.rLonqe r

than nece:ssa.rYi i t"wQuld.:be,,;,:,unf~ir' -'.t,o ;t:he~"pubi ic ::to

unne9,essar:~:~Y ,conti.nue. the;,pa ten t.-<o.n,',a., .product, Ye t it, .woul.d

be,:e~·t:r:,e:m,e.:ly-.,-impractic,a_l .t,o ,contiJ,,:u,al1y ':'rev,ise .che --ex.tensi:oni:

per ~9<:1. l:nventprs" w,ol;l;lq be "q~n'ied:.:::the oertad.nt.y ne,eded .to

encour.aqe ::~l)l1o,:v,a,tion,.Mqr:,e9yer:',:_,.t:here.:wou'ld be: ;adm,ini s t r eedve

probLems in :<:1e:t:,ermini.ng"wh:i.ch'.. r evi sed. .per.I od ,;:appl'ied,.to:

products at d Lf f e r en t. s,t-,ages::in· ,the ,:,t,es;ting,and,.-review: ,pr:OCe'5S.

Th",patent ],q" pi 1:,O.e. OnHed.Kingdolll until: reCently,

·~nCl:dequ,a,te·:Z::~Jr!..u,ne::r.a,:tio.n.'•. 'i A" few o tiher, -counbrfas ,a'mon.g' "them

South ~frica'.' ,}ypos,r=, ..pa,t,el1,t .Laws :w~r~: o.l"-t.gin:a:lly."m.od.eled on that

of, ·.the.United 'K;in,g,dpn.,. stil1,:dp; :p-r.Qv:id~:::i'fo.r:pa,tent!term
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ri~'a:'t':_:th~::: ;~kptFa to:h, of' the-p..~t't:ent IS te-r:m)" 'to" apply 't'cr 'a"coUrt

for an ex t ens f'on "bf,'-up to f!'ve 'years or, lilexcepti6hal"cases,

up t o teh:ye:2t'ti"sHbhlcf he" gt':"sh~:bErli'~ve he OF:': she tik:s'<', 'hht:'b~kh

the i:hve-i1-tioh fn 'relcit'f-bri 'eb" dn~:: phi:h'ic':,:~h'e:: prOfi'tk made -by"

the patentee, and- 'k:lr' -the'c'i'tcum:s'tan'Ces 'd{ Jt he:: case,

orik:'oft:h'Ei' 'cirCJiTt~:tarihks: 'Uhdier' -~l'L(c:h '~h:e'X'tensi'Oh On' 'the

ground df';-rHcidequa'ti r:~11lI.Hiera:tloh tna:y'be gi'airl'te{(j'-is': wher:e 'part'
of the '~Cile"Of'- the/ p'a'tehff'ts'::lbs't fr'dm'p':r'eITl:ark~itfrhj:'tes'ting":::and

i'~"gu:'ia-tb'ry'"rev'ib\ol t\~'cflri'remerH~"~'G

A iightth'-an-'~:kt~-hs ftii-{ :'hrid~r-~Udh: bliBUm~'tance'i' 'has ~' in

fact, bee:rf re.:c6~i-l:f:i~d ,:'-I'ri:: thk' -s'6titH::'Afr::ic'art' ~-d:~:s~' ,cif Iri' ':le

Hoechs t Ak tiengesell shaf't'l'~:' 'Tl'i'e::r~::~-:~"::ph'~:rniadeti't{ca:i'-d'ornpe.:'r'iY'

applied for ':'ari::'~:~'t~ri::s:'id:r{'bithl '{erik '6f' {{SO :pa~fe'At b'n"a

chemical C011l}?'ourkf,':"!g'e'heii'b;:il'ly known as' iUioserfilde' aria':;m'arke"t'ed

unde:i the 'trad~} ri~Irt;e;' of:iJ~~'ix', "c)'lfthe ;~;ir:6Jti'd ':'th'at: it'hitd

f~bE?i\ie'd'inadeciJat'~'·t,:~tnuriei,;~t{6'ri·-fr6ni 't'hE/' pat-erit:G The"court

granted the applicant a three and one";:h:aff:y'e'at""'ex':ee''ri°~'ior( to

compensate::'to r,--':cin"eiquiv al-'~;rt't' :;~m6u'nt"ot' 't:irriet;Io-'~'t\~h:i1 e

phar'rtfa'cb log'ica'i .J'~/riid dlinidat;'t~'s't~';w/itei-c:diidlic:te~i:,to''::'pr:6-v:~: :th:'e'

safety and e'ffic'acy' of the drug.

pat-entee,

" "-'-" .. --,' '- ',"-

-In' --rifling-on' such'

In re Hoechst Aktiengesellshaft, South African Patent

-,1'4:3-'--

Journal 1962 (July 1978), aff'd ~~. Adcock-Ingram,

Ltd. v. Hoechst Aktiengesellschaft S.A.L.R. 1980 (2) 853.

~~t~'ri'sid'ii'sP:bh';:t'h~t":gr()Jh-dG These~ prcvI'sicns permit

ad e'~~at:~1y:':t'~inu'j-{~:r a-t'~d': :bytk~pat~k ri:{~

1



Pe rhaps the ,.mOS,~,sAgJ1ifJc;aJ1~.,~pvan!:~Qe,,.9f, ,.e,:Kte}'l,~ Lons ,!:lc:lJ;ied

on~J1~. q round of;.-i__~ad~qua,,~~ r emunera t Lon Ls it:~_ poncJ71s~yenesf:j

.a Jinding pf the cour t that a patent extension is

app r oprLa t e is res judicata and cannot, be challenged in, a

subaequen t pat.an t i.nfrJngemerlt,~ct~on _Clur~pg; -,'!=:,n~ ",e~te.nq,ed t.erm ,

HRweY;~,r ,...such :fl',E>ys:t:E::!lJl presents ma~ordis.ady-antag~s-.

Fir,~,t, because, .ar; appLi cat.Lo n ~PF exte:.!1,sipn,:,is :made near" .the

end of a pat.en.t' s. lif,e, 't::he:"late''':1ptiq!=.;to,, ,f::he, publiq,o.:E

po tent, LaL .exterl.siqn. se rLou sLy .CI~,!3,~uPt:$__ ,PP?d uct; CI~,y~lopmel'l;,t:

pl,ans to, ,-ppmpet,~,;,\'?i,th, tr.~ ,pa,t:eryt:e:~"a,~" t,h,e..- norrnaL:expi r.a t, i.PIl

da t e, S,E:',p,onCl.' and ,:r,~}-~t~q~y, ;s"il1,ce neAt:J1,e..~,~he, pate,l1t:e,e,l'1p:l."

the public has any assurance of the: ,.qispo,$.~t01') pY,:the ,.c:;o.pr:t qX

an,ap~li.9,~t:,~pn for ,extepsi,pr"p1flpnipg i.F made even mor e

di ff Lcult , II,Ina,Cie,qua;t:,.e,re,m~rH~r~~ion~1 has .p~F.o.Y~n,,,t:,9. be ,a,

pa r tLcu La r ly .elu~iY~FtClndard"t.c>apply.

Thefqr,egoJ.I1g disCllSsio,I1, has hi91?.l~,9h.~~,(j some of :thE:'

9ClX.Ci,ntCi.ge__s,.,aI'l,c]__, ,disCi,d,vCintCige.s o.~, various met.hods "f.o.r

pos s i.b Le ",tp, dis,tcill"".cer,t.a~pcr~,,1:.~r,,~,a ,t9 ...Cl;PPJ,y, in .~y~;lua,.t:,.~p~,,,~}1Y

pa t.en t"eX',t,l?,ns,,~on.propoaa.l ,

j'Lre t, ,;t_!l,e;I?,~:tell,t,.shouLd..,b,e;"gran,t:,ed .af,t"l?,r .,t.he, .normaL

ClPpl~"ca,tiolf"an9 .examf.na tIon p.-rpc:;:~,du~,e,. Othe.,r,w,ise,., :tl1e;I.J',,,.:.9:•. :

public may lose the benefit of early,publipation of the, ,:ew

technology.
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Second,:'the,ben'efits 'of<"extensi6rl':should appfYon.ly"t6 the

part LcuLar i c La.Lms ,which 'encompas SW i th in their scope the

prod,uctactually subject to"the fe'sting':a'rld:re'gtil'a:for-yr'e'vi'e'W

procesa, A,pa.teIit>whfch -cove r s riume'idus"di'sc:ree't products

shou.Idvnot. be 'ext:erided 'in <'ful'i:'sfniply-'be'catis'e '-:on~ 'o'fthe

Third, the patent compensation prcposaL rahouLd' 'be'heu'{i'a'i

in' its ef'fec'f"On::t'lie{ "l:7:;..y-ea'i:,' ,'paten"t "'te'rm;'thatl's, it s ho uLd

assure thaf:'the':pat'~ritE!:e':'erijoy's:'a':'fu:lls'eventeEihy:€!:'ir:~":'of

commer c'fafrexc 1us1vfty: f Or'hfs :cdlilrnkr'cJ£ci'fi ied"pr'bdJb't:;h'~:t:i't

rou's"t "not: d\Ter'cbmperisa'te"'th~ 'pa'ten'th'older". The :c>nt'y"rn~nhe;r'; :t"o

accompI i sh thI's':' Tsto -:ti'e':'lhe,~xt'en's'tb'hIn'~c:kani~in't6 t'h'~:'~'6tii'~:1

t flile::spent;' on:'--ptema:nhiac til'te't'est'th'g:a:ftd'i:egu'iaYO:'r'y' r'ev'{e-W :~'

More'over" it--inu-st'->be 'de'E;!gHe'a 'in:"a way t'b as's"~re':'thai~ dYi"at6"ry"

action on,the":'parl'6f':'the'pa'te'n'teedurli1g" the';'te'st:'i'I-tgand

regll1atory"'review' pe rIod-Ls 'dlscourag'ed'-~

Foiit'-th , •. ' 'the'; i'-roc'e'dtfre;'should b~" 'ass'imple t.'b:;a'dinfhfs't~{'<a.s

pos s IbLe; c:r'e'ati:119'>n'ba'd'dlfi6h'al' burdens or '8br.i.g'ati'On:s Oh'the

Patent and Trademark Office or the regula'toiy';a'(ien:bi'e'k.

pat en t. festor'atl'on'!legl'sla'tiOh *h.i.ch'satlsf{es the-- 'b"fiter ia

outLi.ried above h:8S bee'n"'-lnt'rod'uced :i.'n""theul'-s .::;'Serlabi~;::;:&s'

S. 2892 by"8enat6ts sayh:; Thli'rrnon(l;;Math'L03'~:;"':M6'tg~h'; and

Percy. The text of the biil has been mad'e' available here.
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Th,e "proposal, is desLqned ,:,:~Cl "c:(?.mpensa,te:::a:.pat.ent.ee. for .the

patent"life.l(~s:t beea use,:o f ,Fede,r-a,l premanu:fac.t.u r.evt.estLriq tand

r equLatory :r;e,yie,w -,req-,~ir,e~entl?:. ,,'f,he.·,bi-l1'i,denti.fie,s: the- ":type.s

of pat.errt.s ,whi,C:,h ,mgY: ;beext.enq,ed. SJ.~.ch":'Hat,eJ}ts are -thQ,s,e

cover Lnq prpqtlc,t;s'Nh~.~l1 ,by- :9P:~q,if.~q'st~ttlt'.e~ In the United,

States are sub j e c t; ,,1:.9 pr,eJll,?lp.qfaq,tur"e.,,:teFtil1,g, a,fld::,r.~9J1;La,t.or:y-

r ev i ew !=~qpi~-f=f(I~~t,.

,Tr~; ,bi,ll spec,~f.ies, ,t.l1.fl:t ;~p~ :rig1rt.,s", ..der iy~d,:~roITl:,a!1y." cLai.m

of an eXt:.en~~d ,p.Cl"teI1:t, are, ,:lim~.,tec1::.~n.,sc.qp~~,t~·,::th:~ .p r.oduc t; ,,~ql":

whLch p r emanu f'act ure :,te:;~;~iI19,:;':~I1d:~:~yi~,~,has. .beencr.equd.r-ed.•.,:,;,As

afurth.~.r ,1irni:tat,~on, the::e>ct.~J1~i()n ,l~e:pe,J:i:~:fi: ~P.P:LY, pn.lY to the

statutory use Jor,which reg~latory feview is required. For

exarnp'~e:,~" che:IJIi.ca~""rnay;be ,u.seq .as .the .a.9.:tiYe:",;iIl9re,die:nt:;-of a

drug and it ;maY:,a.l,~.o,:, be used in a,¢9,sme,ticf()r'"no.ry-,medicJna1-(

purpos.19(5,.Be:cau s e ,the,; ,prP9-,.uc.-t,; does not: have ::1:9:, .underqo,

premarket testing or r ev iew. fer the C?s,Jn~tic:,us,e,",i,tl1e r.Lqh.ts.

f rom ..the: eX,te,nded Pft~~,nt",gu~9-b_t=;;JIf,~rJJ.1:9.e.9,;:1f1I1.lan:;:t,he,9,ht:!,lTli9al

mar ke t.ed dn. ,a, co sme t i c,

l\.: pate"n1: ..is: ~JigJ.bl,e f,o·fa,n: ext,~n;9ion .opJy ,:~fi', t:l1e·: st.at.ut.o r y

bars to ma;:k,~,tJng, the pxodu~ti:"g';~:..;,~~~oye:4-- at .t11~ ery¢l:iqf,.:t-h~

r equ'l at.ory r~y,~~,,,?: p~.f~e;ciL ThE!'"l~1?~;~.l1 ?'~;f;~,qe ~xtens:ion 'is"

mea sured by", d;e,,:t:er!'t~.J?il"l,g;.:~he,,'~Fe9Hta~9F¥ J;E!'yi~w p~r;,~o4t:. for -each

product. The "regulatory review period" is defined in terms of

the specific statutory requirements which are applicable to

-146-



~~:~hi; 6'f'th'e' p·f6(iuct~:. "F6'r -:'~)(:ariipi~'f ~'it'h;"P~-~-p~bt"lo:'d'iugi,' the

perf'6d 8'egt 'mf 'rin-:'t'h'e a~:'t'e '--t;h~ Iri~~:~:'fa~'t~~i;~:i" s~b~l t(~"'~:n

Investigational New Drug ap~iic~{iori ~:'ri'd:it 'e'rid'~:""ori the c)'ae€:'

th~"drJg-X~::apPI?o~'~d. 'Ttl'e' I?~:'g;ul~t:ory' i-~-vi~:w:p'eri:od fer the

6'thei: pi:od'dct~ ';i~':''deffn~a'-''fri:'-:a' ~'irnj"iat\ri~rifl~'r' with ar( ob}~c{'ive

6nthe'da'f'e the-'p~'t~rit~-e:i'k:l"t':fa:te's the major teq~'-fr:ed

':pr;J'marili:f21df~:re·;te~:'tln'~. ~y ::k'ey fAg t;h~' -d~{~' '\~:'irii {'fa:ti'~"ri; of

majorte'st'ln9";" t-ti~' '-61£1 re~'(;gri1 ~:e:s th~:t'<th:€i'pJ'birt"t~:/e': ~ifi' ;ri:6'i:

be' 'd6nip'e'T{s'a t:ed i'~';{:bn~'; ''-'fdi:' ':'h-'i s"':~'ar'i~: "'pidddC't:. ::deVel~pineri t','-~c>'ik

of ;p:r'e:lirni:ri'~"r'Y; scr:'fiert'i\ig 'o:i:'the":p:rb-dJc:t" ~rtd"'lt:s'; p6'ten'tia:f;iJ~i~'s,

nor'dbes 'if' cbIripe'h's.:i't.:e':fhe'::p'a:'teAf'ee::£(/{ 5'UI):S ta'ntl:a:l ":shd'r't- t'e'tin

testing.

Thi:-£~g-\ii:&:i:dt:Y p~'iid(i:'~ri'd~':;'o:n"'the -(fa{e::t:h'~::"pr6hib:i.:t:i6'ris 'on

comme-r:cia'i rit'a:i'ke:tiri:g'ar-e::'fr~'nf6Ved. Tt/i~:':Wiif::~iwa:y~ be fOirtlal

ancf:'db j;~b t-':{ Ve~ ':da:'t'~:f :-rita r'k~d:' ::e':{:th:'e:~' by'a lft~h{kt'1~~- ~d{i6n ;b:~i-'a.:ri

agency apPtb:Ji.rig'::~"pr:()~:i'uct6r::by;;the 'ex~;fr'a:ti'e:n rC;f!'a

s,t-'ett\it:oril'y "d;~i:irfe'a: p~'r ib:c{ 'foi:-a\J~ndy: -k:'ct'L6ri"t(6 review and, if

'neC~:s'sa~ry:~;:': h~dt-:th'~:: 'hd:nitri~rc'i';:ii' '~:~'hJf~bthi'e':o{ 'the p::r'~;dud{•.

A';h'-axl~uIri:':Ea:.p 'h'f ":~~'~Jh '§ea:'i~"':dh-i th~ ~'~t.Jh~i6ri:' ~~'r-:iod' -':Cs'

included t.o protect the" public against dilatory action by the

p'a't'~-nt.. "ho]~:cl'~i. ;S'ev~cn ':y:~~;{~ was sJ'1~ht~cl"b'~daJse:" ~;ti{is-t-lc£cH

evidence shows that this is the average time it 't;a'k~:s>'td

complete the drug approval process from the time an IND is

filed. By using this figure, the bill provides an adequate
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pe r Led Jorth~pateTlt~,~ to c:o~pl,etet:,~sting~h,ileat the s.arne

time not providing such a lengthy period that the patentee

coq19 delay action without any risk.

The .mechan,ics, ()f ,obtaiI1.ing th,e extens ion are,s imple and

Lmpos e. .n(;) heavy administrative burdens on the Off.ice of Pa t.en t,

and Trademarks. A patent holder obtains the extension by

notifying. ,t:he ,~()miTIission~,r, O,~):~a,t~I),~s,;~,~C1.~, .,~~s or, ~,er;pa,t:,ent,~d

pr;o,duc~l1as Just,.coITIPlet~d the 1"e9':l,+.atoI'y',r,f?v~ew,P,E!,.r:iod. Th,is

notice .must be "g.iv~n...,withJn .. 9,0, ~J"a:Y!?i.,p;f .compLe.tLon o.f,.,the

r eview, Noti.cemust include the -d;a~E!.",ol}",,~hich t:he,re9u+,Cl,t0I:'¥:

r,e:vi~w ,peI:".,i,qd s t.a r t.ed and .e~,de~; ,iden ti.;~y;the,spec:ifi,.c::prp,duc,t

and statu t ory use.J,o,r whi,cl'?:.,th1=.,r.egu.1,a:t<;>"ry"revJew., was ,re,qui,r;ed,

and it must identify the claim of the patent to which the

extension i,s "CiPP~,ic~tJle.I,n "add.itioJ"l,t)".I..e p..C!,t:,en.teE! ,rnl;1E;t,

include a, sta.t::~l1lent :,ind.i,cating, ,t:,h.,~.t::"th.e: rf7.9,uI,(;l,to"rx rev i ew

I?~r i()d ~,nde:,d, i"n, .remova.l, __of.re,~;t:,r,icti.()ns em mar ke t i nq ,of, the

product. upon :I'~ce:.iPt::.,qf.t,h.e"pot,~~e""tp~"Comm,i~s.~.qp~F

of t.he .~a,tent and Tr__aqe!flB:r,k, .9:ffic,e.•, A'he,Cqmrnis,siqner, issues a

cert.i~';c:at:~ ex tend Lnq t he paten t ..RY ?" R~r io,d€,q~~.;L,:tO: .t.he

reg:ulCi,tqJ:'yr,€,,~ie~,pe,ri?d. ~h€'., c~r:t,i,~.iC:"atesp;~,I~s;out, .the

det,ailsof .t.he exten.si0t1,,?1nd ,is,rec:or;d.ed ,_,~Tl, ,the off,ic:.i,a1"(ile

of the patent.



Because the regulatory review period is defined

obj'ectfv'e t'er'ros i"'::r'fej"' "bu'rderi' to',;niaWe 'a jhd'grneht"o'i"'f'i'rld'iri'g"

regarding the'ptbpei';~leiig,·th'bi' thee>C:be'ri'g-fon is': "dmpoaed'<ori

either':tihe:::Patent ,:'Off"ic'~: or ,:the';ie'gulator,y ''r-evie'wing' agenCY.

Mor,e'OVe'r-,:,:the' ';:tlni i rl'g':6'f' '::th echotice'tO:;the!\P~:ten t -,Of,tiC'e

wh i ch vmay' :hev'e'r:' b'e':' eX'fe'ride'd'; -because i:'th e:: :p:r O'dbC't?':d'O'e"s nbt:

successf.'tlTl~i:;'compTetEf.-j:the:":reg'u'1at6iY·re\Tie~: prooes s," -"The"

Pateh:t:: Offi:c-e:::wiitl "'ieee'IV'e: '-riOf-IC-e:of "ah :'ex'tensi6h,,:''affer; "{h'e:'

product has been approved for marketin(~f?;'s-'6~":;P'af'~nt"'Off'fd'e'

r.esource:-s'W1,11::be" exp'ehded'-'ori i 'aCtua r,"e'Xtehs'ioh' ,:'rcfthe:r'i""th;a:h

po.t.en tLa'L 'ones,

'F,inally,the"publ"-ic,i'sj ;:protecte'd ,:f-tbiTf uhfat:r,- :or':- ';

overr:e:ach:ing e)ft'e:n-s-i-bns."~' The':, ',ori-Iy-b'erief:i=t:'frorn: ian: ex-ten'siorl' is

the r ightbf- the,-.:pa't'entee' tb'ibr;irig'; an' :in:f'rihge'mehl "acllhric

ag a'in st""an:' ':tihl'! c'e<ru3e'd:;cdpyingof; th~-'::pr-bdUC't':.

"Thus:/<i'f 'a 'pcften't'ee:seeks \to Efn'fd.ic:'e 'an- fllv:aTid or' frnp'idper

ext.ensLonj: the f'ac:t:s:;,w-i'th ',r:espedto to behaVlo':C::,bf the;;p.t'oductl''s

spons'or, 'bef'o're ·t'he,:: :reghla:tb:r',:~t:',agencY wi-1'-1" 'become knb\~irF";Upori

d i scovary • If'1t" ,:£1 rids'-::ihe'c.lU,i:table:·be'haVI0 r 'on Yhe 'sponaorvs'

par,t,:"the",i<cour:t;": :is/'ln:,:th'e tp'osTtibri':t6' 'p:rol"~Ct" the:j;H.lblTd

interest by refusing to enforce the patent.
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CONCLUSION

Oqr.;:9p,ye,r rimeT1tS. ~_CiN;e .r;:_,e~_~Tl.t:':ly,:d emons.trr a;ted, -.:arl,:i,ncre q.$ed:

awar,ene,ss..p;:[ )t1)e. ~mpor-t,Cinc:_e ,p,i; r_~_s~~;~pl'~_ ,:and,:::in;J1.oypt::ion:; ;'I':l'~__e;

D~m~s;t~_c_ l?9,~~:C?Y "R,e:v ie.\P1_ ;Qt: ;I,ncl,us,t:r:.i a.,t l;nnqva"t i:o.o't.' .:i.ni;t;i,:a t,eJ];:QY

our PresAdel)J:.in .1978.,:prpvidedthe.,llighe,.t1exe1."f pol.dcy.

-.a,ttent;iol?- by'_,;1::h~_- U.S .', ·~exe_R:ut,ive:}c1?r,a::IJ.cl}ct,Q, innp'?a,tipn; i:ss,u.es.,,;,

The final ,,-r}~l=?.or-t o f. ,1;J'le.,:~dvJ13q,ry,-::cqm}R.t~;:t;,e:,l8:; on, I:nd.ustz;,ia,l

InnOv;,a;t:ionJ : :,:~ll.i,Fl'~, I:qi,scus,s,e¢l :",,~_thi -Y()}L:~in,:P:h:i),a,.cleIpl'ri,a;,

r ea{fi rmt3',d; ;,Up: ;i~pP:r:.t:ary.qJ~ :Cl,£ :_inc:;I':~a, ~An9:,,:t:h_e :i'.~I1_q~n;t:i,v.e_.s __-: -fp p.,

research. -and. ,innpvii,~,iqrt~

Pat,e nt,,, ~,es ,to :r.C3"t;;;~~:m:' ;:,~.as: ',C3,.,;s:1;,ep;,,,.r ecommended. iby." ,it,he ~A.d'll;ispry

Committee to provide increased r esearch toward ,inno:vat;'i9n~;:f:qr:

products sU,bjept,: :1:9,: li,eg.ulat:Q.ryre~l-ie"'.:e 'J\:>fu,ll', .pa t.ent. t e rm

;.as!3~,r~p", :.ii~equat,~ r-.e\,?_a:,t_d~; J:p ,j:u$l,tif-y.' th,e c();m:rn;'i-p,men t:" :pf;r,e,sO,urc.e s

to re~~;.arch ,in",sl1.ql1:,f.'i~Jd~:by, J:p.noy.at.9r.$;",Jn .boeh our

countr ies. The in,aqyer-:tent:,;·er-osipI1': ".of;,::thJs: -te.pl\ .beceuae ;0:£

.. p~.e.ITI~;F,:.ke~:.' t~,.s:,:t:::iI19 Clpq,l":,e9U],,?'-.to:ry ,r:.e,quJrements;;~as :d,irninished

dev~~.9pme:I1,1: of. ,n~w pr,c>,d.u,ct.s,:e;, ,'::,I~.as:sii,g.e:, . .O:;f:pat,en,t "re,s:·to.ration

legis~aJ:Af>n t>,Y cur. ,r,e:speqtiye: .99;V;E!,r,pIll,en,t,$o; ,s:irqi,lar:: to.,.t:h,at;

i ntrod ~p,e:cl ' J:Jy.,,:our:, :'~,~I1~t:o r" "B~Y.h,:.:w:pq:J..¢r~c t·i:fY:the.;s·i:tua:t:ion,
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'5.,2.892

A BILL'

To amend the patent la\V'W/t~;t'&~~\he th~'~~dri~!igrant;f6/~h'eperiod of
time ,~,~m "n?n,?~fl,tell,t,' r('g:\ll~tor.'":; r{'~{\.lir~~ept,~ ~,pr~~·,~m the; marketing of p
patented product. ' .. . , . ,

n6TH Cm;GRESS
2D SE8SW:'"

-151-

IN THE'SENATEOFTHElTNITED'STATES

.h;~E 2:7~<l()gi~latin>;day";:.II:SE: ]2);'" 1flSf ,

:Mr. RUB (for himself. ~tr. THrR!'oIO~D, Mr. MATHIAS, !\lr. !\fORGA~, and ~Ir.

PERCY) introduced 'tht· folJo\i;inghill;' which WIH read twi("(,":aii'&:ref('rrl'd i/l

the Committee on the -Iudiciarv

To amend the patent law to restore the t~r~"of th~,.p~tent grant

for the period of time that non-patent regulatory require­

mentsprevenr 'the'marketingof"a[patenteUpf()duct _

',' Be 11 g"ii<:t,,'db!JlheSgf,bied'iifjioWs~ oIR~presenla­

2 'libesolineutiiledSidt~s olim"rica" in' 'c;'f,iHess' 'disembled,
3 That this Act may he cited as the ';Pflt~jltTerinRektoratiol1

4 ' Actdf 1980';

Ste:fi(,J.}'Th'eC()rl@eflsfindflthat':':'



1 (1) the UnitedStates patent systemhasprovided
',',",: :.. '" ...:... ".' ,"

2 a major incentiye' for the investment necessary for in-

3 novation and new product development;
-,

4 (2) protectionof''bealthand the environment is a

ij necessary concern of the Federal Government and

, 6 many patented products may not be marketed commer-

i ' ciallyuntil.theproduct, has, been-approved :in accord-

8 ance with .various-Federal-health and environmental

.9 Iaws;

10 (3) the time necessa1!"f~;' the testing- (If such

11 products and the regulatory review or notitication

12 period substantiallyreduce the period of commercia:

13 exclusivity whie}] 'ij\{b~ng;~i~ intended a patented

14 pr~dll~t.t~"lIj?)';

15 (4)SIl~4A .reductionin i the.commereialexclusivitv

18 able to the public;
r' \ .. , ...,'..... ,.. " .• ':'. ': '.'

19 (5) restoration of the rights aiforde~.~y ~he.wan.t

20 of patents tot4eiriMlp~rjIl4~f,e",clll~iyity.5s.aneces-

21 sary prerequisite to restoring the United States to an

22 innovative leadership position.

23 (b) It is the policy of the United States that the term of

24 patents for products subject to premarketing regulatory

25 review or notification should be extended to compensate for
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delays in commercialization of such .produetsresulting from.

·0 government regulation.

3 ~Ec.3. 'I'itle 350t the United States Code. entitled

4 "Patents" is amendedby adding' the following new section

5 immediately after section 154: .

6 "§155. Restoration of patent.term

j "(a)(l} Exceptasprovided inparagraphtz), the term of

8 a patent whiehieneompasses..within its scopeachemical.' '-,',",' . , ". , . '.

9 product, a process for use of a.chemicalproduct, Or a device
'''''''. '.

10 subject.to.a regulatoryreview.period.shall be extended by the

11 amount of timeequal to. theregulatory review period. for such

12 .chernical productordevice if-

13 "(A) the o\yner,.of record: Ollhepatent gl\'es

14 noticeto the (Jornmis~ionerincornpli3pcewith the pm-

15 visions of,subsection (b)(I);

16 "(Il) the:regulllt~r):re\'iew.periodresultedin the

}j removal of restrictions onthecommercial marketing of

18 . . such product or device.' and

190:'f(J) .thepatenthas not expired.priortonotice to

20 the .Commissionsr under Sllbsection:(b)(I),

21 The rights derived from any claim of any patent so .e]'tended

22 shall be limited.in scopeduring the periodofany.extension to

23 the. chemical product or device subject to ther,el(\llator),

24 review.period and tIl: the statutoryuseforwhich re~latory

25 .review was required.
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"(~I 'In 'no event sliall the'1f'rm of any patent Iwex-

0) tended fOT more than seven year.;.:.

"(hi(j) Withi;; nil1~t~: 1d",,', ~fterieri;ii;;~tion of',r rezuln­

,1.' tb'r\' r~"ih\"p~fibd' tHe 6\\iiiP, ofri'i'i>flVdf th" pateM' shall

;') notifv the Commissioner thiJJ<::tlw'L'thdi]atdf\' r;e'\~i~\"'-Tlfir:iod,

li has ended, Such notifi('·:iii61l'sh"llhe'iiF\\-Htin'i'Il,id sliall:'

, ,,'I'(A ri '!i'i'lltP"'the "d,He'Lon ',\-Ili'd," 'thi-' 're(!tlllltorv

r,','ie\\-'jll;riod commenced ':iiid"hdi'd:

H '''(}{j'idelltifY'the'rl",-ii;e or' ,pei·it\, the ,('hejj,i",i!

1(I' idi'Jlti!\ ofthe'd,,:!J';ii;IlJ'prtldil(,('llhd'the statutorv'use

.;< fbr',,\,3Hi<:h' "re'tiillato;r\l 'Fe'\;ir\,; \hls:ih~';('fili"red;

I ~ "(('I state that 'tl;'eHiiUiren\p,,'t iJ'f '"tih,el:tio;' ,

"(~i(ll(R1 hllk'he"!\,,,tis'fied:'add'

14':"CD)'idedti!\-''ih,,'cl~i,W'onh~W';tel1t towhich the

I;; extension is applieahIP-arid"the-l~ri!fth offime of the

]({ rekUlator~"ievir\\-jl<,riod'foi'\\'hiCh ih'J term of such'

,;;.;,;;",t';.''';br'exiiiided.

II' "(:!) Tpon receipt of/heijotii'e' reqWi'redJh\-"pnro(!ranh i

If) rJ)',lhe (ioHimi~"oiirr ,haIljlronipih'ipuhli,h' the information

:!O noticed in lhe'OffiCiaIOiJ'iemhilf the'PatedfimdTrademark

:i1" OHICe.

22 ""(3) The'cdhiHiis,idileHh~Illssup8'eetiificate6f-e!ilen:

23,idri;\inde'r spal.statill(!'tIip· fad and Hiii!!th; bfth('''exleri,iol1

24andideritif~;il1i'lh('produi't'or device 'and 'the use 'and' Hie

25 claim to which such extension is appIicalllpf'Su('hcej'fifient(,'



(:"0 1'11'1111 ~~ioJ\':erif ;fh(':"lJ'rts\ji i subiect t'O

-'155-

,.:'llfrl': any':prS'titi'de':a's: defined -in section :2 of
}'ed€rllllnse'etiCide, Funzicide. , and Rod-uri­

ride Act: and

i:-'-<"'-"''''(H(,,':,An\,;'::!}iunlail' :'or ''',~:'en;riiiiin- biolozical'
, .

"iJrodiiCi'a~"deflned' ib s,+tiOlHl.5rfa) of ih» Publ;,'

lIdltyi'Sen'icPAe('Or 'i;ir'e!tuliiti6h~ issued undW

'the"Tihks(ifiiiil.) toxiniarrd' ah',r!o/rous products

'''pro\-lsiOhs of 'the ]Acf'i:Jf"'.colljrres,' of March 4.

'1913:

I:!

shAWn,,' r,'i'orded; hi' ih,,;oHii'iAI' fil<"'OI' "h',·], palent extended'.

") :{~i.ll1(l 'sdch'(;tift'lfi(iiliPshii'Il 'btl_ '~'oil's~dtFr{'<L'-u~"Uil::r+ in! the oriainul

pe'frod>':iW t~Ji)'·iFte'd :-h.\~::'3 '(;<1'lIrt of»

- criminal violation for submittins rHl~l'. fictitious;' 'fraudulent.

t< ' or %islerimiifdliiaiii 'sUppOtFOf thealjtJiii:a!\611, pet ilion. ro;

H ',:(,he~L oi-'iHhfific/afion::'dt'fcifjhr'd: iH-:;~qj\J~;e(·'fioH((')(41'{m whicf

] i j ~ll(·:h :piltl>lW'\~~tehsidll 'is(ba"~e'a! ,{.y .

,or('I:V~\isedil1"thi"' 8e,,60Ii:

:-; llatrnt.

'!;t4TAii~; 1l1l:'frBf'exlt{iis!hn 'It'r:}]lft''d'!'uHdc;r thi- section

lj;'~

1"" '20]"01' th'i,"'Federal 'Food.' Unlit. and Cosmetic

1jj Ad:

"Ill TIlt' term 'rhe'tjiicilF'produ,:fi!iearis2

"tlj '] aii~' 'liH"]drUI!;'h,'\~: ahimal drug. food

11" ri.oditife', or rdloFaddifi,'e 'A" defined in section'

.j,)

21 '

~5

:8p:

24

:t;1



1 "(D) ,any chemical substanceior mixture as

2 definedin section ,3 of the Toxic Substances Con-

3 trol Act.

4 "(2LTlJe term 'device' means. any .deviee as de,

Ii fined in section 2(l1(h) of the .FederalFood, Drug, and

6 Cosmetic Act and described in.section Iilil(a)(I)(C) of

7. such Act.

8 ':(i!) The .term 'majorhealthor. environmental ef-

9fects test'<means all experiment.to, determine orevalu-

10 ate health or environmental effectHYhielJ,requires at

11 least six months to conduct"npt)r~lu,ding liny period

12 for analysis, Or, conclusions.

13. ':(4JTlJeterlll'regnllltoryreview period' means-s-,

14. "(A) with.respectto.a newdr,!g or a human

15 biologicalrproduct.i.a.jieriod commencing on the,

16 date the patentee, his assignee, or.his licensee has

17 requestedan exemption .for .investigation with re-

18 speer to. such ~rugor "biological, product under

19 section505(i)or~ecti()n50?(d). of the Federal

20¥00~,Drug" and, Cosmetic Actandending on the.

21 datean.application with.respectto.such drug sub-

22 mitted under section 505(b) or section 507(0 of

23 such Act is. approved, orsuch .biological product is

24 licensed Ul)dersectioll35Hdt of, thePublic Health

25 Sen-ice Act;



"(Btwith' respect lo'a' new, animal drug, a

;period. commencing onthe.date·the patentee,his

assignee, or-his licensee hits requested an exemp­

tionforInvestigation with.respectto such animal

logical productis licensedundersuch Act;

"(D) with respect to a food-additive, a period

-157-

commencing 011 the" date .the patentee, his as­

.signee,'or"hisjicense,e initiates, a .major health or

environmental .effects,test. relied upon to establish

thesafetyof. such, foodsdditivein a petition sub-

" mitted ; under ,se.ction '401l,of. the, .Federal Food,

'I)rug;andOosI)1etic ,Act requesting issuance ora

regulation prescribing the conditions under which

.)

3

drug under section 512(jL of the Federal • vuu,

Dmg, and Cosmetic Act and ending on the date

an application with. respect to such animal drug

submitted under section 512(b) of such Act is

9 approved:

4

:,7

6

22

23

24

17

25.

21

10 .':(C!with,respect to.ra.veterinary biological

Uproducl, "a period commencing on the date the

12, patentee" .his assignee, or his licensee has re­

.l3quested,.authoritYlopr~pare an experimental

,14 'Product .underthe .virus., .serum, .toxin, and analo-

Iq .. gousPr04ucts,proyisionsofthe:Act of Congress. of

March 4,191~;alidelidilig()11 the date such bio-

18

19

20



such, additive/may be: safely 'used and ending on

,the-date 'such 'regulation becomeseffective:

"(E) with-.respectc tovaicolor additive;' a

':period'/eommeneing'6n"thedatethe patentee, his

assigriee/,orihis «licensee.mitiates ia major health

'/or:enwronmental effects testrelied upon to shim'

,i',hat, .suchceolor i:additiVeii'WlWbe: safe for its In­

'tended.uses ill'a petition ireque~ting the issuance

of a regulation listing suchuseand ending on the

, "'idatesuch'a regulationbecomes effective;

.'.'{F)"with' respect to, a/pesticide, a period

iicommencmgioll,;the e~tiief'ofithe date the pat­

entee; ihis,ltssigneeeYoi'his 'licensee (i) initiates 'a

iiimajor :health:6t'ellfu61lI11ent'al 'effects test on such

pesticide) 'the: ,'dllxa'from 'which 'is>submitted ina

tequest1!6I' Cireglstratio!i of' such ''pesticide und';r

Sectidll3 i6fiithe Federal '1rtseetieide, Fungicide,

""~nd'R6denticide'iAct,f{ii) r~~U:ests the grant ofan

,r: '1experimental: use permittunderrsection 5 of such

O!; 'Act, ot'1(iii) ,s\lbmits"arii'applicatidrifor registration

()f sueh: pestieide'ipul'suariFt6'section 3 of such

/:":ii Act;:ltitd':e~ilgt6hthe idatii'sueh"pesticide is first

"registered)' eitherooriditiOri8JIy'or fully;

,'i~j(G) with fespect'Wia chemical substanee'or

:mrxt\lte' for' whiclliri6tificati6rt" isi'required under

8

9

4

6

Z21

23:';

'24',

:25"':1

11

12

16

17

18

19

20.1
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1 sedii6ri51"fll.rid\,·hidh"is'subjecfttla rule requir­

2irigfesthi.gUridersecii&n <4W'iif'tlle Toxic Sub;

2 'Ri3.ndesCoutrdlAct,iperiodL'commencing on th~

4' date'ihd'piterttee(his' assigne~', or his licensee ha's

rule and

-159-

(ii) initiates a major health 01' environ-:

mental effects test on such substance, the

data from which is included in the premanu­

facture notice for such substance,

and ending on the expiration of the premanufac­

lure notification period for such substance or if an

of 'the date the patentee. 'his 'assignee. or his

'initiated the'testing required in 'such

, licensee '

(j) submits 3. premlmhfacture notice, o~

fi

17

fl' "'~il[fiirl! drr iheexpitalidn' iif'ihepremanufacture

7 "'ndlifidati&riperlodfdrsuchdhemiSiJ' substance or

8 " , mixbir~.ti;.if 'in order 'ot' irijrlrtction is issued

9"tiiider'sedtidn"i'ilefbr5(ll"t,f sudh Act. the date Oil

10 ''''\''hl"HsUcn order'6r 'hi.junetiortis'dissolyed or sel'

11 aside:

12 "(}I)\';;fhtespedftd a'chemica'hubstance or

12 ""mixtur~"fdr i'hldh"riiitifiSitio'n 'is %q\lired under

148edtion 56il',b#1 .WhiSh'is not subjedtioa testing:

1fi tille undilr'Sectidrt' 4 offheToiilc Stibstances

,.'OoiifriiFAci; 'aperidd c6riimEiD'cirtg "h the "",.];,,;'

25

22

23

24

20

21

lR



i

orderor.injunction isis~ued.un4~r.section5(e) or

ij(!')of suchActv.thedate onwhichsuch order or

.~uchiIJjunctionisdiss()IYed or set.aside: and

"(l) with respecHQ a. device..» period corn­

IJlen~ingoIJ the date.the .l1atentee, his assignee or

hi,' licenseehas re.quest~l! an. exemption for inves­

\ig~tioIJ .with re~pec\ .lQsuch Ae,:i~eunder section

52,Q!gl. of theFederal Fo()4, Drug,.and Cosmetic

9 Act~n4 endingonthe 4atealli~pplication with

10. mspecttosll,h ,de~i~e, submitted under section

11 515(c) of such Act is approved,

12~lfS~J1lt!latth~mgullltQry .reviewperiod shall not be

13d~elllel! to have. cQIJlmeljlced until.apatent has been

14. gr~ntedfW the cheIJli~>j.1 pT()dupt or4.~.yice or the use

sll~hpr()duct.or l!eyic~suhjeF\ to. the regulatory

16. review .per!()4..II1 ;the.. eY,ent)heregulatory review

18 this section, then the com.m.encem.~Il\.of the regulatory

19. r.eYiewp.~ri()d. slWI! beconsidered to he such effective

20. . date.

o
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Abstract

The Japanese paten'1::'LcHJ i.nciud~k ri~r':probisions

defining a so-called me~nsscdmbrti~tion claim. In both

the patent examining pr6ceciUr~'~rt~ patent infr ingement

litigation the functional and abstract language of a

means ["cbmbiri2t:i.on;"ci'a:im;::ar~tssli~ of argument.

The Tokyo Hi9!l"G<J,~~tJJ,ec~sionon II Apparat.us for

Manufacturing Ball 1?e:?ri~9S", December 20, 1978 is

believed a lea9~ng,q~pis~on concerning the scope of

protection of a means_combination claim.

The decision is very,;unique in Japan because it

concerns the scope of a means combination claim in

connection with a patent infringement litigation. It

can be said';to:,'lJeiverY/l1n:fav,oI)able ,to,')the>:pate.ntee that

the court in-terpJ::t:!ted, t~e s.cope-ro f.rt be Lnven t Lon as

being narrower than as understood from the language of

the claim.

To avoid a narrow interpretation of a means

combination claim it wouid be effective to describe and

illustrate as many embodiments are possible in its

"detailed explanation" of the specification and the

to secure the broad scope of protection.

1. ·Introduction,

This is to re~evaluate the Tokyo ,High Court.

decision of Decernber',2,O, l,?78 which interpreted the

scope of invention described in a so-called "means
*combination claim" , from a view poi~t of those

who may file patent applications. The decision is

very unique in Japan b~cause it concerns the scope

of a means combination claim in connection with a



pateht ihft:lhgement,: It:ti~atio'h':~ Ibca.'Il:'be', sa-id"to

be very unfavorable td<thepatentee' that the Court

interpreted,the{ 's'cO'pe:of" the': iri'ventio'na's', being;',

.narrower than as under's,tOod:f'ronfthEf Iang1.iage"6-'f·\

the claim.

"j:;'l'he. :pa:tent, ing4es,tiqn p",~la:t:e$ ,,1:9; -an :.,tipprJ1,tu.s:cf:9r

Japan~se patent app~ica~ion filed, c~aiming

priority based on' a U.S. patent application. The

U.S. application was filed on'December '14, 1956 and

assigned to The Sheffield Corporation. On the U.S.

~~piiC~~~O~ a pate~t 'was issued'~nd~r Patent No.
3,079,676.

The Japanese patent application was filed on

December ll., l.957 and published for opposition on

June 2, 1960 under Publication No. 35~6252.

'~entual.i~ Patent NO. 267420 was issued on this

:a,p~~i:c,a~~~n.,,',';,~h:e,.::cl~iIll'or~:~e; J:apar~,~~ P,:~~,~:nt is
sUbstantial.ly identical. with none of the cl.airns of

the U:S: patent. R;';fer to U.S. ';laims and 2, a

copy of whic'li is attached her;';'to. Obviousl.y,' the

Ja'~,~~es~:~,)~,a,im,,~hfch.~ea:<i:~:"as ':W"i,l\ b~:.-,c:o:pie~". in
paragraph 2~2fof the present theses, i~ broader

th~n';:' t~'~:'::1.1':·S:. ,:-~laiind; i't f~:" :tri8'rle 'kbS ti"a:ri:t' "~:hd': us es

functional.' :ra:nguage.

Note.:*~., n~~~nS:~l~:S:,:,~U:l1~:~i~nclaim" which reads:
--. IIm~a'ri~ £or<---'-irig-.~; . ~

It cannot be' said for 'sure that the J':'panese Courts
may' always .c'ons'id~r 'th~ sc6pe ~f a- mea~s

''d'h~~:irikt'foh ~bFal'rn. san: .r,Cli:i:,~r a~ :.~lid,,:th~' '¥:()kY~.~li9h .
Court. But th~ abo~~-noted d~~i~ion no doubt is.
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or.?~~intiff),_Kab~s~iki Kaisha

'iNox:tl1: s t.udyd.nq-d n an- at:t_;~rnPt tp,,: d eterm.in e. the

b r o ades t; posslp:Io,e ::sc;ope,t;hat 3, raeena-combLne c Ion

c LaLm svmay ;h,Cl.v~ and; to solve probLems ;,that.,<3._IIleans

combLnation cLa i m .d oe s have.

2. The Tokyo High Court Decision

-(Deels'ion'. No.'·":Sh6',,,,a 51frie) -783'," Di:ici;':20t~ 1-97B/made

to an appeal 'a:gafrit pai'ent 'fnfringementy-;

1) The appellant
,- ',' ,', ", ;

~9kyo Seimitsu had an exclusive lice~se to'the

~_tlpj~ct p at.ent; _(i~e. .thevappara t.us for'

ma~uf~cturip~ ball bearings) from 1967 to 1973.

In these years the appellee (or defendant),NTN

ToyoBearing Kabushiki Kaisha manufactured ball

bee'r irigs:,-· usLnq' -t'he ':appa,-:rat\.i's-fh'~y;:Owhea:':~

The appellant believe that the defendant s

manufactur~_~? ball_,lJ~.ar,.ing~ wo~:lc?i~frin9~. the
subject patent. Subsequently they filed an
.; ". :.' '::',."0'.:, ' C' ,0: ".!', '.:<-;' .':>,.'-:.::-.:'."; ,',.:;c

~l?f~:~l~.~ai~s,~ ;~J::e ,~~le9.ed:- p<3.~int irf:r~,~,~.<=~el1_~
wi th the Tokyo District Court. The Tokyo

cour t; decided th~t the defendant had

appellant

filed an appeal against the District ~ourt

decision with the Tokyo High Court.

2) The cl;im of the subject patent reads as follows:

"An ~_~p:~~;a ~:u:s,: f.:~:.r::,~ ~t?~~ t_,~fa 1,~X:,_,~ ~,~:ec:~:.~.p;g.._a nd
a-s~:~;mbi__~.:?-?:: -inn~r 'ir:d?U~,~'~- p~.rt~,~~·Ch.- ~s. 'inne r

and' oute:r."_b~(ir{n~·rings and in·termedi~.te R.P:r::~.f
such as 'bearing .b,ali~':~l1'ich- is characterized. in
that it i.s pro:~id'ed:~:i;:t-'h"~':--;'9:~9i-~~" means w~i:c:l1-
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3) The appellant pointed out:

(I), :rhe __s ubj ec t; Lnven t i.on is a pioneer Lnven t Lon ,

(2) It would be rathe.r,usualthaLa claim is

abstract to some extent.

S,~r:;v~:;, t9 alltomatic~F~Y,,9smlpa~e,,th~crt:irical

size of the outer surface of ,inner pa~ts with a

corresponding inner surface of outer parts and

aisotocontrof:a rne't'erj,;ng 'rneansfor 'ta.k fng out,

hy': s faevcomparLson p'rede'te'rrni'neC1 number of

iilt'erme'dL3.'te :'parts:'corit'a.iri'ed' '1 n "il 'supply means

s e Lec ted':£rbm" 'among "'supply "ril'eans' ,'containing
r:;rt.~:ilri~~ii~t~':"p"a';'t:~""';;:f""d'i:t:t:;';;;-rtt",':~'~'~'~';"~'~:'~"~d'----;n

that 'the:':irit'e'rmedia:te' p'a'tts' so taken Out: and

'inner arid:"6\.lter'pci'rt.s 'so ::rnetered 'are-a.'ssernbled

by an assembly 'means which cooperates' with the

mete'r tag' means ~:II

..

(3) Although the claim is abstract, it would be

unreasonable to determine the scope of

invention' according to the structure and

function of an .ernbodLment; ,¢l.e.s,9,ribed Ln t~'e

spectfication.

4) The appellee argued:

(1) The invention is not',a pioneer Lnven t Lon;

(2) 'The--cla:~'m':be1h~':~-!'::~O~,,-:ti~~~r~~,~ '" t?ere,i::; i s ~o
way otherthan .. ,t():',r,e_fer,:t9::,:~,h~ ildet~il.ed;_:

description of the fnvention'i, in order to

~dete,rrtilne,the' scope o:E,:the, invention.

(3) The s ub j ec t; apparatus .operates'In'o·~-~step,

whereas the appellee's apparatus works· in

two :=:teps,. i.e. the first step of

metering-gaging and the second step of
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a-s"serdbi':ing':X:b~:ali:rig:', 'a.'ri:ci chaos' ~;ri; iIIlPio~~d

produc t I v i t.y ,

(4) ,Regqrdil"l9.,t:he ,s,ub.j:~ct ~PI?Cir,~~y"s"_i;t,,..i::;

neceasary _fo,I;", t.he gag~l1g_ :nw:ap~>,t(),copt.rOl

the meteringm_eans .a nd .a Lso . for the _metering

~~'~,:~':s:::~o" :c.8()~er_at:,e::,':,~'~~l~,::',~:h~:,'_:a~:se~:b:l'y_-:~:~'fins•
Th,?:?e, .z.equLreme nt.s vne ed mot; :.,1?e::a:clJ;~eve,d in

t~ree: aP'P;:ell~~;I s:ap~,ara_t_!l~. Tpe; .appeLl.eet.a

,;~:PPCl.r,~t\J,s,_:~~ ,:there~.Qr.-~ .corrs Lde red dLffe r en t.

Ercm__:~h,~,:c~a;im, ,cf,_the <spbjec:~;,~:,~~ent in,

basic structure and has ,a;J:Jgl"!-: 9,per.3:t~9n

efficiency.

The appelleels.argument about the difference
b'e'twe~n''lii s "'appa'ra t'u s :-~'tfd- i:the'sub'j:~c tapp'ar'atu s

mayib.e 'well ;illustr-ated:'a::s,:,:follows:

e3
o

L~~~~~~§m~~~:t~~~7'1~ 1
N

"-"'-' ""-':":":¥'-';"," *'"
APPELLEE'S APPAaATUS

~-
H
f<
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EMBODIMENT OF INVENTION



5) The Tokyo Hfghcotift' a.cd,pted£heappenee is
"op'ililoh::and.":thus r ej ected:: the("- appeal':fl1ed'-:by

the appel1.'a.'n:t. The "r e'asons -'6jr rej'ectiOii;-:'\ar e:

(1) The wording "assembly means c o-roper a t.Lnq

with the metering means" is very functional
and'-'ver~i" ab~'+j:·act'.': 'It l's ImpossibH~::'t6

UnClef',s-tarid,::,,~fBoiiF,efie;::;ca.!

tr: inverft:'ioni':-h'c)'w'::; the> mete;r~iri9';'Itfeans',; and-tihe

'assembly means should;> co-soper ate' iri:--t:he

'meaniri'g: 0:£ the<'-t;erm::;"dO'~oper;a'tln9" Used in
':':th~'--:6iaiIir:i'

(2) 'rhe' fhteridb'd itie"l1fng o£ thetefiti
>lI c o - oper cit-i rig';' :::does,:ri6t :'seem::to"'be ddr ec t.Ly

:stal'e:cf:: iff-' the:: s'j;>,e'clfi"c'atiQ:ri:- o£,;,:t'hepatented

iriverit16ri':~ Nor:>1 S pI: ovided"an ,"evIdence
whict{pr"oveis: ,thaf< t:heit'erJTf'~llc'o';;;'op'er:atlhg" is

, uriders'bJocf' too,:'meaO' a"speci£16technIca'l

matter 1ri£he£ield 0'£' a'tl: to"':'hich£he

;:,P~~;~f;lt~;d,'ip.'ye9<~_~,()~,,!?~;~O,!19S:;_and. ,alf;p-, such,

.t.,~rm:::4.s",'s o-u sed•.

(3) 't£'fs'necessary to" iriterpret rationa'11y the
required;:compchlen't":: "the': me'ter'ing'mea'hs and

t-he:'ass ~JTlbl'y::'means\'cd~oper at'ell:~:by :'J: 'ev-l:ewi ng

t:h.i: dr awIng: and,readi'ng the'-whole'

sp~:ci'fN:::afrloh/;:,Hf-a'na,t'tenipt:'tc).,' g,~'-asp the

1:ecbnica1'-''-s19nf:f-l.canc"e:::'c{r 'ide'a-: cif': -t.ne>

cO'nipbnent::~" The" -sIgn ifi-daJlce' ,'Q:f·tbe

-"Compbn'err't::;':'shoiJ:l"d' be,"asc'e'fi:.ained bY':'- l-earning

:"th;~'::"fech'il'ftiair:' ldea-:d'fscldsect' 'Ih the:

embod iment wh ic-h-:'ls": -des'crlbed'- 'i,h,-th-e":

specification because the component is

stated in very functional and abstract
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la.11911.a9 ~:;.a f:i :.po ~,l1:~e(l ,.,.<J:.tl:.t:above.and ~,~~,!?';
becauae i t9::.~echl}ip~1:.,si9ni~i<:::anc:e, cannot be

t;;,a~d,;,,1::.().,;b£:!:c~~~r;J..y;.under s,~ood ~~.()~ t~~

specification by any person having ordinary

skill in the art.

(4) Indee(j ij:may be unreasonable tolimij: the

componen :t:.-:.~o:, th;e :':.~9nC?r. ~ t~ ...s t:.rI.l<::~u;e ;."a~Ci

,funC,tion,achieved, in, theeJllbodiJllent. (This

9()ur:t.~s;()p~t:t~gn:.. ~,te~£:!q,';l1e~~ .",!~ n(),t.-,1?a~£:!d

pnly on t.h;~:,9;1:;uctur.e. ~nd:,:"fl1nc::;~i9n:9'~'),Cln

embodiment described in the sp~c~~~cCl~~one)

(5) It is notper,missive to, w,idelyclaimunder

th~.:.,mCl::;k.. () f.. f l1nc t :Lpnal-::,and., ?t:.ll:;~r i:lc:;~, ,li:lnguage

;s,uc.,h1:.,echnical:idea: that .. Ls. not; descr.Ibed in

,'tl:1.e·;:::ip~9ific~1:.:i.on,:.1::.9 ~l1cb:)~n ~~1::.ent; .. t.hat

People having, ordinary skill) i,!, ",the" "r,j: to

~11;c::,1?-'::1;:h£:!inyeg,:t:i.()n,b~:Ic()J:'!9~.:; c~llnot;.;~e~:i.ly

effe,c,tthe,l'or king of, ,the ,i!'Ve,!,j:i",!,.

(6)' 'In the "pp"ratus'descHbed),,'s' the DIlly one

embodiment of the sUbj eC't' anven tlon,", ':ei the r

tl1,~.,Il\e,te:ring m~an$. or.. th~ Cl9,.se:~;t>ly means,

canno..t the

that "tpe·: me:ter i119: pl~~ns.:.and;.,tl1!=!,. at3se~,bly

means. oo-operaee" .s.houLd ,t.he~.~{ore .. •g:e
cOl).s..id~red:j:p mean: 1~'l'.l1.~.',rn~t;.el::i.llg"iJ!l~~.llsand

the :i:lssemply: :mea~.13' ,cPJ1:trqJ.x eac=.h,,9thfar,,~;s

()p~.r a·tJo,l'l~~.e T:h.Cl,t: .. ,15:,.: .•-the.9,e: rnea.l'ls.. ·..~r:e· pu t in

a sO.~.9all~d ~1:.9tl,e.7'•.::t:.o)o,I1~>.~ el.~t:i:ons.hip.11 or an

inseparaple ~elatJonship,
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'S~6pe' th~'h' lh:4':''iangh:~;ge::::O{":t;he;:c-:t'~l~'~~'!t~

intended to mean. The JUdges th~ught' the claim

described each element of the inve~tion in a
·v~r;:ti'i.l!nbtibh'~i:: ~rid ab;~'ti:ac t;l~n:~:h:~ge'-' :~~~f'thus ,
th~&lid.~:-'was'>~h~ieia{~ if~i-Yiri9"'ciri thi~ opi.nion,

(7) In the appellee's apparatus a ball

contai'ner..;;suppli'er'device ';1s "provided
between the <rifeter-iriglTlearis'aiid:the"::as'sembly

maans, Thef-irSt step ':0 f:niet.ering':<ja;g ing

and>,:the second s-t.e'p of ;as's embI iri9 "pat-t's can

'-be:carr::ied out -indeperiden,t-'ly. obvrousIy ,

narrower
considered1) The decision reflects that the Judges

the 'means fofubination cl~i~ to 'hav~ a

not rcontir o.l, 'e-ach bthe-t: 1:s 6'p;e r 'a t i d rf a rid do

n-at have an' t'neepar able'r'el'cl"t16rishl'i:f.

Further;' if the cycleof-the':fiist;s't'ep is

made:;,shor:terthan: theft :of,the{:'secOn'dstep,

the-:fir st: .and 's-ec'drfd s'teps: 'can :be

continuously carrLed ;-bub'indepe'ndehtl~r,:'of

e ac hro.t.he'r , As' "a;:.resul't:, th-e ;:'appeli"ee:1 5

apparatus works without a t'-im~'::t6's;s,-;/"'a.nd

thi"s,apparaJ;lls .nee,d~ less types ()f, balls to

aE!sell\ql,e ,p~ar._i!1gs:,_o,f the same,' s.izethan the

conventLonaL .appar a t.us.,

(8) Heh'ce-y:':the:'appellee',:t's' aparanus dbes:'riot have

a. ;r-elationshiptha,t-: "U'the;'rnetering 'means and
e-

the::acssem.bly- 'means cd:':"bper:'at" and shouLd

therefore be, held to be outside the

technical scope of the patented :i:nvehtlon.

3. A Study on the ;Tokyo- High Court 'DecIsion



they, 1 i,mi ted ,the,spopeofthe.. in",,,,n t Lon .to the

embod Lmen t; .cdes,cr,ibedin ,:t.h,e,spec,ific,ation, L, e. ,

c.o,n~r~:t;e >t,~chI).Jca.;l· ,d;j;s9.19t?uI"e,,; a,nd,.-,retected the

a,ppeal, ,ag"il}st ,th,eal1eg",d infr ingement on the

appelle,e \s.,p"t"nt.The. J\ldges'appro"ch to

iinjt:~_r,pl:',eta~i:Qn:.:p:f,.J:}'je._: s.,cQP,E!:·, ctf:.,~:inven~'ion as

d~;sc:r:i:.l?~¢l,::in .means. :,cqmb~p:a tic);n: -;pi,aim agr ee 5

ex"ct.ly ,tothe."pprgach taken l:>Y the ,Tokyo

Di.st_.c:',ic::~,;!;oqr.,t;. :II1,t,h,e ,lj"gQ:t, o,f ;',the':,decisions

!"ad.el:>y, t',he ,h·igher .and Lower .cour.tsin many

~im:iJ,.,ar casea un ::tl1E!,o past, j:;h'e",ju,dge,s,~ approach

seems .qrtpodox-:,in, t:hat.-when::,the- :claim':was not

'?,1e:il:t:I"the.:',S90Pe .o f .c Lad m. W,a:S,: ;Q.e,te;rmion.ed by

re,f:erence,to t.he descriptton.in':the

,:spe,qJ~Jca:t:i()n•

2 ) Tile deCi..slbll db",,' not'<l:lrllctlyre£er" t.O the
'pcfih t:, 'O:f' ii::f"si.1'e:' 'whethe'r:,:'O:r': :ho't "til~"::s\ib] ect,

patent is a p Loneer :'invli:hti'cfiL" TK:rs":tn'ay suggest

tlla t, ,the,Jucjg",s", appeLd.ant; ,and'appell!!e agr eed,

J;hough noJ; explicitly" thatcthepatent, could be

calTed'·~',pio,n,eer,:invf:!n,tiQn,':'. Th,e; 'appellee does

notap!!arJ;(),ha",!! argued,against<thevalidi ty of

A pion~,~t':- :~:-rlV4:!:!~,~:~Pl1:",':,:~~>,,~,I'lYi; w .......

P,J::)_~ ,~.~ t,~,?,~}X: ~~+.~ey.~~~Hl,.:~~~:7.., c:~,:~~,~ r., :y:~r':{,

~,~Y,~l1t~v~,,~nli"~, the., s/l:lfP~~:p,t::.-~,PYf:!n:tJp,I1,:"c!5J:,nl'l0tbe

claimed fUlly and/or de.scr ibed fully in the
sp~-~'i-ficat;ion, '~tl~~J~~'its e~b,9'di~ents:~ "In

_,"."." ":';"""",:,.-",."." '·.. :c·' ,"',,;. ,c. ,'.:' t','.'__,";'-':-':" ,', ..... , .... ,"_

0:the~. ~9~dSl Ln sucn .9,iis~13",: i_~:"i,f?~it~,:i..cul,t to

ge;In:a!1d,~:~;~,~:,:,~he:~i,:i.?~,7,~~ ,~~~e,~~::i.,?n·sh,Q,ul(t be
claimed and/or de.scr 1bed fUlly·.. Thus a pioneer
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:'::~iil\H:!nt'ibh; La u'sua:il:y':-dlaifri'Eb2l<i.'n ~ gehkiib
l&rigti~ij~'~: thgtebY"'co\jgr 1.rig :' i:h~::b<Fb:~;delt' p8~'~ible

s cops,' Tfi\i $ 'an';"exi~,'ti:gg:> tena~i12:y"iri: c:l~'im

d'i a1t~(ng~ Ih tIH.s" dake';':' even-::i't's:libh: rI1V~;'ht.ion

wa:s~;a ':Ii.:fonee:t;;'.i'n'i/~;Ii:f.Iort~- :' the ,~ort1fhg''''i'the~

aS$~'mbiy m.e~rt~::'8o~per~t'ih~'::&ith' the{-rrreleltt'hg

filig'ht ;"h~Ve 'bg~h c6ftsiagfed ELxb'~'ss~i'v'el'y

'>fli'il:ct.'idrt'a:'l "arid' ':iibstEit'c£': irt .:aontr~s:f\i:i.th t.he

specific disclosure, :i11: :th"~'-sp'e:c iftd'a:tid'n~ "::'~6

;·.tha,t,5,uch wording was unde r st.ood to'.go::byonq an

allowable .r-anqe ,

3} 'T'he"decisf8d rriad~ 6n' thii; Ga-~e' te'l'itt'ei3:' to 't'he

i'~t:~£'~t-~:tdf:16rl'6'1 thd"~dop~ bf ptbtedtioil Of a
~a: t~'nf:' £ightgkpr~§§'~d":' i fl': the'::E'orm bf';cil."tn:~:a:ns

cdrilb;in:ati'<:;ri 6tdi'ril~ But~"€'h~;'poirit' dbtU~{lY" at
issue :<'wg~ ri'6t: fh~:~i~rtle'ht~"'§Gch"~s t'h~e' rtl~t'~}ing

means Or the assembly means, but the

relationship that such',:met:er:ihg means 'and

'as'semb'Ly mearisvcooperat.e '·with :each o t.her; In

r'dt'i:'het':words':/·:what 'caused:' the< mean inq- o-'f·:the
£6. bevso ::f(fti'ctionia and' abs t r uc t' as vt.o

make such'meanihg,:'uncle'ar wa.'sahe'xpte'ss10ri'
vco-ope r ati Iori" .whf.ch cmeantsche -conriecndon. of the

meterin<j':means and the a s.sembLyimeans;

i~~: ';:p'~t:::::~i:~'::;~trg ..-~iec i S~1Y~ i" £~~': d:~,t1~,fori,:';~i~:;:~< not
cond'erri" th~ ques'tions 'of ~h:ich j'apa'n'ese ~ord,

"II"shud'~ri,,:, ,(, g~' U~l~~i':::; ~#~ r~ ~.~-,-:~~:':~'I-,ui:~:~i~:ll:~:,._ '~',~::'
"a t.ep " o'r' lI{ne~nsn) o~ "~ohchi II (usually r-eg~rded
~;~[:;;~jg:Lii;;~i~rit''to ';:dev{ce and' lIapp~~;~'t'~~;I:j was

used for the 'word. "me an s " employed in the
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originiiJ,.lJ.S •..• cl~~,ID~ Rat,her, the ques tLon .. w,as:

whe,th~r.a.c~,l;:ptaple or not was the functignal and

abstrCict,term, "qo~oper.ative relationship". The

Tokyo High Court Judges ruled, having studied

the qescriptiq~ o~the'em~~~iment, that ,the,

;",co,:"pperatJve, :r;e~attoJ;lship',",meant: "Th~meter ing

means and the Cls$emb~Y'm~~ns cpntrol each

other I"S; ,o,peJ:,atic:m. That, Ls , these means are put

in. a s o-oaLl.e d "one"':"to~one r.e,l<ltions1;liE''' .oran

Lnsapar abLe re1.ationship."

4) Our analysis stated in the preceding paragraphs

1) - 3) convinces us that the ,Judges :unders'tood

t.he "c()...oper Cltiye\r :elClti9Ils~tp" "I~s, eqt1Jv~l1tant

_t,~ ,C!-, :1()~,~71:.(),701')~ qB::o-,per,a,~iv~;,~~~~~tPI)!?,h,~p:",.;

Obyiously, they interpreted the claimed scope of

t,l)~ ,i,.llv(;Ilti<:m,parr:qwer t ...ae sumfnq tl?:iit a new

component, "()ne~,::,~?-olle q()-:-:9per:Clt~y~ ;-~lat:i,()nship"

was claimed.

In Japan the claimed scope of,a patented

invention pgn,benarr,Qwed,'onlY',if,,'a reque.stfor

tr:ial·,:, fqr ; :ame.ndment::'~!3:-, ~ ileCl::and. tl1e ',a1l1en.dment

is allowed by the Trial.Exa,miners. If the .cLa rm

v(iolaj:..ethe provfs t one of, Ar;t·icle :3.6,p,aragr'aphs

4 and 5 of the Patent Law and the patent shall

be invalidated under Article 123, Paragraph,l,

Item 3 of the Patent Law. The claimed scope of

tl:l~slJbj~ct..Lnvent.Lon was n~rrow:(;d without the

T~iai' Ex~mi:~e~s' pe'!=m,is~ion:Cl~d''~,eeIl1s

controversial. in vi~w of the ~apanese pate~~ Law.

~172~



4. Menas o'Combiriation':Clafm ':"..J."How 'fsIt, Irfterpreted?

1) . III the United staes

(l) The .u.s, :sup:~:eIlleCour~"made;:.-a,d,f::cision on

,paJ?~rI3.Ci~_p~,S,E! Ln ,1,90,2, w~i"C,~;,}~}~~owed a

.func t Lona Lcc La Lm wr itten in the, form of a

means combination claim.

ch:Hnbiricffion "drain" as be!ln9
a){d':tiiti~'; {'ri'Viil"fidat:e'd ;'t'ti~:;ctaim. The

Ha:1.fibur"'td'ndec1sion' rais'e:s"var--rous opinions

as to hOw a 'flin'Ctiorial 'langu.age ,used in a

cUi:Lm for a c'omi::)j.nat-irirr":~h6'i.h~'d': ;be

fritkrpr'et~';d'. Th~'s'e"o:p:fni'~~~ urged the u. s ,
Congress to add Article 112, third paragraph

·to 35 USC in 1952.

(2) Existing Article 112, .,third.; paragraph

explicitly allows using a means combination

·-d1~in{,':\.hi:ich' ':t'eads:~:~: ':rbi'i6'lJ'g':

l':?U1:,~,~eme:pt_,in ,a,'c:}c3:im ,:1:,C'Fi,a",<;:qrnbination may

be; :~xpr;e-:s:3~,~a,s", _,arn,e,(ins,,: e,~,:,:~ t~p for

p~r,fOfrn~n9:.a. SPE!c~fi~~: fyp:ptiQI1' ,w i thout the

,recit,Ci+:of" struct:ure, Il1Ci1:,~::1~J,:,8r acts in

,!Support:",tnE!~,e,of" ;(inC!",s,'llc:h c_lailll;f3hall be

cpn~~Fu~,d:,to,p,over,~he,c9.rt'~f3:PE)pging

st,ru,c,t:ur:e:" ,mater,i,a,l,or :,ac:t:s"de~cribed in

the specification and equivalents thereof. 1I

~hat is, the. first hal!'<;>f the. third

paragraph,Article 112 cle,arlY.,a11ows us to

use, a means plus,,(unction,,';langu,ij.ge in a

c,laim of an !rv,ent,i9n whose:: noveLt.y is

admitted in a combination of known elements.

-173-



The latter half of the, third paragraph

explici tly teaches ~~a:t :~y~ry_ element

expressed as a IImeansll should be construed

:f6; d'oviif';the' corr'e'spdnciing -'g"ti\id'tlire,
'rna1:e'ti'al'-', -6t ;:il'cts ci'~:'s-cr Ib:~d:;lh:' :'t.he

:::sp'e:dt itcaft6ri-'ahd equ'ivai€!'nt.t::her eaf 0

3) "Manual of Patent EX,amining .Pr ooedur e",. .-: '.> ."_:, .' ->' ;", ,':,_~. ,':: .;.",'.: ':~:' i..' '.',) :;. c" '...' -:.' .'. .. _,' :c.':-,; :'.;:'; _.'

published by the U,.,5. Patent and Trademark
.'r.. .'; <:<> ,:" ~;-;": _c' ::j.:::__ .. co:': ;:';c' ., "':' .:_, c,:· r' -:.,>;' -, ;,' .. ' .' : .c: (;-:
Office 'shows that .means combination claims

-; :',:'. :": :.', :):>.-,: ::.'. r:. .:... :::; ',:: :-; .::: ",',' L: r, .:
may e allowed (see ~ule, 706. 03,(C». But,

"single means" .cLaIms are not allowed. A
";, ~',',: ''-','- , ,;.,'

"s'i:ng~'e:. means" claim is a claim which
;'\

~ont~,~,ry,S?,I},~Y"O"I?:~,plat;l,~e;r"E!,~g,~,~.9.: "means for

---ing". T~il3:ty~~o.f claim is
unpat~'i1:t~bie b~-cause ~,h'~ wo~,'~::'\lmeansll cover s

very element or device that can perform the

::de:i:ffr e'd: ':;fi.inctTon.

A "me ana 90~b.1inati.l;)q~~ ,~_~aim, ,epf'!,tafns two or

more means clauses. This type of claim is
'.inderistbod 't:O:' b:ati ifor":'{'a':'::nb:v~l"combination

'0 f':,,'eteme'n t"E,c: :aha eac'hime:an's': :ciad~::~ is

expr:e;:3'.s~-a.; a:5'; ':lfrn~'a'rts:;' f''br::-;~:frig:':, 11and a

'ine'r'eh:y-' b~hilusEi: ,'an :~mho:dirneht':' Hi" embodiments

'cll'sclose'&': m ;the":"sp~c'ifi~il:tii~ih:';"~:te not

'des'cr'ihe{d 'in d'et'a'tt 1:'n t?hi:i biki'Iri;'~

(4) As mentioned above, in the United States a
:nlean's': combInation cla',iin::is: s.'t'y'pical

f:un'ctJ.,:o'n~i bi:him'~ Tfl~re:iO'~~:;';;~iribe many
bbll'rt':" decisl'6h'g':; on the" ;:S'c'Hpe,j "0'£:: means

combinai:].i(:;h claim's hav:~'::-'b'~'~t{:"s:th~ied, the
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means .combanetaon ;cTaTtri.s,:ar'e' leg:aail'y def ined

to "'Some i"exten,t'~\"and'·:the:exmirtfrtg pr.ocedur es

o't means' dombin'at:ton,::claims),ha\te been

'''establi;s:hed, at' "the" pa.'tent.:a:ria: Tt:a.-ciemark

Office. NOw: in the;Urt~t~d staes
int~,rp:r~:ti;1,t;i,911S .of ,a,: ,means,. c ombi.nat.Lon claim

2) In Japan

(1) ':I'ri Japan ~l'-;m:e~ri"~' coIrig'fh~ti~:n:d:i'~'~Gn'bas yet

"1:6 'i5J" -'r ~:g'~~rd'~'d °k~; ";;:l pIt?t'i;d:uL~;l ':'f~i:'m 0 f

--cii~:nN. r:t:' ':{~"'-:b::ori~id'~'r ~;j':ci'~ri~ ;'0:1? "t:h-~: types 0 f

bfkLi~rf ~i'trith use a "t'tlrid'ti6:ri:~i ":ari'dabstract

language and which are thu:~" ti::ri~'~i~~c;,.

f2>'A~;:'a ;"i\ife":t'h'~:tJap:~ri~'~e I?·~'t~rit'~iaminers

:~'e?::e~::t:';:;:~:: :::',:f,:~~~,t:i::?'''har ~,~h:;d ;'a:b's t~ad'~', language
u'sed in 'a 'claim 'and 'the(e'for'e eject the
Jh'bi;~l ':d'iki;n'-. Uhlik::~:'::th\S!:: :ca:'s'~ in' the U.S., a

"s:o~dii'it ~d; ni:e;~ri'~;': "-ddmb:{-ri~:ti'6d \;i~:{'in, which is

.cons.tder.ecs ·:a::fJ.mc:tton'acl':;cl;aim'; c,Ts' rej ected in

,r;:Ja:pan\,.: 'Us,u:aTly";i.t is r"ej:ected':b'y many

Japanese;'examiner<s a'S 'be'ingvague and

-indecfTri-'i:tEf~

·."~,~i~~~:i;~,~,:~SI';,;'~a:~:u,a,~:I";',:'~::~,;I1 :~~~~;i:~li~..~; ...;po t tery and
r;ef~a'd{r;ie's'i~ve;r'1ti-o~s: of the Japanese

p~?t'~'neo f f:fci:ei ;;::h'~'~'6'h~'~: \'h'~£: ':kfu;ri:cti onal

iE~ri~"u:k9~::'fu~~::~'~":.~,li~~:~;~.nX~,": v:~:r;l~us means

fci~ p~rfo~~ing ~he ~~me furibti~n, which are
d'~§h:iIi)~t:f i~::'d~"tali' 'I~t'k~ '~i)e'6iticat ion,

c anno t 'lie ~gE:nf~i":fb~i:'ly':- ;:ci:i~ i'Jil'ec{ 'o:t:'herwise. "

'AS, ~this:'gu1'de'1'in'e;implie.s:,::tn' ,the actual

'examining', p'r'b'cedlit:e,:'the::'ex'amiher:s construe a
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,q~:~:iJ~, ,: i:f:, f UO,c:,:ti,pn(i l:.,:a: .:l;i,it.:tle,·toe.xpress a

.ooncr e te'::techn:icaT'idea ",:and ,s,ubsequently

thecTa:im<,is,paten,te(h : rn. such-...a .case a

~:,c·la,i;m similar ·~t.o a-u. S. means .c.ombLna t i.on

claim ~s:alloweq ~h~se: days.

(3) NOW w'e wou'ld like to discuss the legal basis

on which we may"r'el:y- i.i1'de'ter'Inl.hihg" the

scope covered by a means combination,claim

allowed in Japan. Ar ticle 70 of the

J"~J?,~ne.~,e l~~;t:en:~, Law, d ~.r:~.~,~.~Y'r eJ,,:ate;s to the
claimed s~op~,'pf. :~~ invention and teaches us

what is t.hepCi.l3,is for:df!!.q,iq,ing the ,scope.

Article 70 reads:

,,(Techn.i,c(il ~qgl?e of ,pa.,tf;Hl t,e:,d i nV,en17,i,ons)

70 - The technical scop"" of a patent

invention ,s!?"a1:l ,.b~, :.deqiqeq. .on the basis

of the statement .9f th,e:c~.aim ~~n the

~p.eci;~,c:,ct:,t;i()n}~,t,t~C::,h.'7:c1,t,(), :~h.e .r equee t , II

"The: :technicaLscope .o f t'he'.patented

',inve,nt:ion,!', is g,enepally, interpr:eted to be

the technical features of a patented

invention which woulddetermine~the scope

C?~, ;:tll~:, ,,~~v~:n,ti~,~,:,~~,:pe:'p.~~:t;:~gt,~q.
,~tr ictlY,~'f)e,~ki~.g-,_ "the,. t,~,9.hn~p-c3.1 scope

of .a pa)te~,ted J,nvep.ti.0r'l,"is;.not,construed

identi.calwi.thII the. s,?ope()f, J?f():tection

.of .,~:,pat"e~~~f-l,: i,,~y__en,t.ipcp·.11 ~,!1 J?!=esent
'review the term' "sC:,ope, of. pr()te,cJion ll

will be used to mean both.

According"to Ar ticle 7.0"the scope of

pr,o:t_e,qtion:.;,of ,a:n,,;i.nven:tion:'lshall be
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deci.ded.: On:" the:,: basis of the: s ta temen t of

t.he .cLa lm ;" :rhis, ,may, he. paraphr ased:

"~l1ei13~?p~::Of"pr()t;ec~ionmust be

in,terPf e,t~~i fr}?JI) , the" ,e;t?~e~,~n,t::of the

claim only. II Generally, hc;>~~yer, it is

understood that "mater ials other than the

corrs'Lde r'ab.Lon'' .drrvo r.de r to"dete'rmine the

scope' of" pr.o t.ec t.Lon.;

Th isgener'al'biide'i's't'efriding agrees with

«t.her.prov Le Lorra of 'Articl'e:,,36':,'; paragraph

5~; :which';l:-eads 'as. "follows,:

11--(5) (th" the;"g'i~'i'rn' "6~,:,""di~':i:nii uriakr

s'Ubsection (2) (iv) there shall be stated

~:ri:{y 'the indikp~~~abie::cdhs:t;i:thent

features of the Lnvent.i.on or friventions

descr ibed-:i:n\ :th'e,detalTed:e__xplanation 'of

; the: "invention'. 'However "in?1dditl-on,

st'a:ti'ng specific forms :cif:the,:.:inv,ention

.or inventions:;is' not",precluded.'-.u,

:'!R~1.:y fri'g on ':'ths~ ;-p~'O~/{~)f6n~''0 f:Ai~':ible 36,

p~ra:g'r'~ph 5/' ~6me:.peop'le a're':"bf':th:e

opinion thci't fhe 1id"et21'fl'e:d e xp.l.ana't.Lon"

and 'the drawirigs should be carefully read

~~d":·.~:::~:*:i:e:W~d:'~-~~,rl~e:,~:er::,:t::h:J '::~':~6~;~:.C:~:,f
protectio,ri of ~ 'patented in~E!l-ition is to

'--', ". ....: i:. :,: ,e:" .:: .:" .. ,':,' ", ' '" ", ,,:,,'

be d~t:;~:r::lI\~~::;~ ~~_~i~ ,o~f~:i:~~ ':,",w',1l1ch is
d:o~\n~~,~,_,a~on~,t:h~S~,'7~,ter~s~:~,~ ~,iri', or
~tudYi~g; 'th~ P~tent Law and patent
pr~dtid~; ":i~' -bas'ed'on the ;i(fea.':{h~t a
"c''i~' im:'de~i;cr'ibe; b'6ridi'~'ei'y -:':orlly:£hEi

be"taken into'j;tJit~~In~ni?:bi:' 'th~{dia'!Ull



elements indispensable"to tOe:"i,pvention.

it:': 'is':' 'ge'ner-'~ity S:.i'f.d that: tn~ater'lals other

than the claim might be used to interpret

th~"frdc;p~-"0t' 'pia'tee t i~o:n"',i'll" "Ehe followiog
" '" ~ ...

cases::

(a) The statement 9£ ~h~ claim. is uncelar.

(b};:,:The stat.emen:t o'f. ct:he; claim is

mcons i s eene \tl,i.t,h,:,-:the c de.?,PJ:,.j.ption in

th~,~p~c~!~~~~~on.

·A lId'etailed'expl'anation,. o£::,an.::invention",

dr awing.s·,,:at,tached ;·to,.;,:the::spe,c if:ica tion ,

);11~, P~.",ip.rA~Y, ,dq?~~~~~f).r, arid official

act.Lons .?-P9 the ,p.ppl,ic.~I1t's" r eaponae s

,:the,r:.,et9 are named as "mater ials" which

..,may be ~se,d.•,

'(4) ·The Tokyo .High Court decision. does not

;cl:e'ar:ly .ahow. ·how:.",the scope of pro t.ec t Lon

rshou·ld":'b.e'determined~" -:Bu:t: the -dec i s Lon

r eads::',', ~',The> 's'~gnifLcance .of';,:the:" componen t

,should be a acer t a i.ned by heCl,rni.ng.",:~he

technical ;'id'~'~ 'di~'ci·~~ed. 'i~.. ;~.thEi,'· e,~bodirnent
~l~';i.q'h:' -:i,~'."'q,~:s~.~:~~:~ ..~· ..:.'~t~,~ th:e...'·'~'~~ci·i'~''L~a t.ion

:: .\.,C:; :,~ .ro .; "0 .r(,: o
,b,~~ __~~,~e.~.he ,c,emI':pre,I1t" :i.~:~ta,~rq in, very

~l~:!l?:~+;?,~:a~,::a:nq ~,'b~.~r.'~C~ ,'.1,'~,~g,~'~·g~ .. ~-s pointed

~P.~v,E;!:,}~rH~ a,l"Sj"o: because its. technical

;:i,~~Il;if;i:5~,~1)9~;'~'7,ry~,(),tb~, said to .be }::learly
understood f r orn the specification by any

,l?~r,,~?n,::~,~v~..~g, 9r.;q~~~r~,:",~:ki1.:,,~. ,:~:~ ,:~,~:e art."
OV,biOQSly' •. the decision suggests that the

s~ope o~protection should bedet~rmined,
:' ,.; ...i 'i' .;'0, '.:. '.)'.: ----:,:.0',.,. :__ ::',.('::,"; '. :" ':'.:.,":"" ':";:"". " .."".

referring to the "detailedexplanation" and
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th~"d~~~irigs in ~~~:;:~;~(~t~t~d in

:~ubLp~r'kgra'ph (a , -t'h'~:<slat~:tneh-t: 0 f the
;:ci~lm' fk Uh6iear. Th:Ls':ObS~t~~tion will be

a'gr~'~d::'b'y ~'ri~ p'e:'t~ht{· i ri't~t 'esl::ti!a.

,(5-> ,,'l':hfa:: J,~:~~,~~:se, ;~S',~r~s"C! l)(?~~F:: (?'C)l1r,ts or higher

qO~!=J::~.., ,. h~'{~ PC)F,J{o~er: t o ,8~~e:t:;mine the

cRu~,~.~,,:.:lTlu,~~ ~Be~i7:~?~~ r:egarq. a, patent as

~?',~J.td,/~Y:~l'1::t~" t)l,~r;:e,: ;+~,,:goo,?__ ;r,:~~:son to

9~1,~~ve,,:th~t:.:~he;:;pa~~I).~,il5"y~yalid, unless
and .until the. Pa tent Office.d.ecides that the

pa~ent is invalid.

8C:'I11.~, ap~e_al:E,>".;(iJ.~~, ,w.i th-; ,the" C,o,lJrt against
,,~+l~ged;pat.ent; i~fFinCJ~m~~t,:; ar e, concerned

'1t\'ith:;, p at.ent.ed cLaLms .~h~:<:h:goyer also prior

art; and which s hou.Ld ithus b,~ ,~nvalidated.

rn such cases t9e-.C:;oP~t;~()rn,7,-Fi'¥!.7s interprets

1:.ll,~, ~~a,;~, t(;);be ",p:a;r~q';'1<~110~gh:.;t9 exclude

pr,i.9ri-,,~Ft,! ~l1~Fe-PY bot.h. pert.Le s. are
satisfied. This judgement of the Court is
strongly opposed because i t~:,tn:a-y·tl'~:h:~:,?:t-he

s'ignificanc'e,:' o·f·,' t:.he""t·rjal'lfb'r:' amendment, of

,pa,tent':; and.vtihe. t,r-ial:\ f or: LnvaLd.da t.Lorr-o f

"patent,

"As· 'f6':: fhe k~bjeb't ~:~'t~nt' it"''ik;hb't-:'6b'~'~rved

at- a'll:;"that,'- the',Judges"con'5.tr:ued-" the claim

<,t,p i:l,¥" nar r ow in, or-der , t o :eY~8e r"ea.!?ons for

it)v~lic1?~ron ,

(6;) 'A meane. .comb LnacLorr. cLai.m. des,cr'tbes!.' the

constLcuen tveLements of the:d,nvention in

fuilc,tional) and .abscr ace Lanquaqe, Thus a
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m~ap~,90~binat~9n cl~~m appear~,favourable

tP,~,.P~" ,aPI>tJ9an~.. B~f": i-~.~~s-~ not contain

t~9Dn~cal matters which are described in the

"detailed explanation" but whicp are not so
d:e~~~"i~'~~~'in' 's~~:l1' w1~':: tb~t'~h~; can be

'Iln:de'rstol)d, by: any'onE{'h\~vill:g'or'dlnary skill

'i.n'the ax: t tb"\.lh12H the:" invention belongs.

i'f':"'sllch'technibai' matiers' are'~ritten in the

'claiin, the claim) ;'whidh"lobks"8road at a

gt'ande'~<' 'shohfd:be: care(tU11y':' rea'd and be
cofttparkd wlth":'the desdiip'tion'o'f the

spe'c ifi-cat ion ~ther'E!'byborredtt'y determine

the scope of protection~

nue t':t{'-th~:'Fea-soIlS:':w'e..'.'ha:~~r"~':fe:rred to,

thE!re': 'is""and Will bi,r;a':str()rig:"t~ndencythat

thE{' :sc'b'pe:'b{'pr'6tedtthr('iii':mehns combination

:claim"" i's:'-dar rowly' in terprt91:ed' on the bas i s

,{if :Ehe: "emhOdi'me'iii.:" dlsbi'bse:d" 'in':the

, i:ipec'if;ihcit'iBti ;'b~CEHis~{: t'h~:'\~cird'i~g of claim

i;S:':-' 'fi.lh:dtibh~i,' i'b-~tr"~ct:' 'khd;:;<u"h'blear.

5. Thought Keys

Ha.v..i:ng:::s,tudiedthe,i Tokyo> High; cour t.. Decision, we

Lear neeva. To:t; o f.. things.-" abouti:--.part'icul.-i!'.r matter 5

that we should consider when we draft.patent

,sp~,c::if,i~at:.ions. 8,9m€! 9.t, t:.pe;ie t,hip.gs. ~re:

1:) Wording::of:'a Means ;Combtnat'ion:Claim

;;±I1:pJ:'ii1criihe"~ it;'~'o~ldn'-o:r:b::~--ad\ri'~ablefor an

applicant to write a meah$ ~6fubih~tion claim.

Th.er,ear,e';:- tWCh r.easoris, ;F-i-:r:st:,,;,t'hecla-im has

,'~little;,chance;of,,',allowance-',dur ing::the

s e xamf.nat.Lon ,', procedur e .>'Secbndly.:,-:'if,: patented, it
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has: ,the'.r isk' of beLnq cons Ider edrto have a

'I].~rr,Q.W:, scope -Ln pa"tent:,infr:.-inge.me,n.t l-itigat.ion.

A:~f;!p.ns',cO.l11bi!lat:ion':,G-'laim- may.''be ,fil.ed if the

:',i:nv:~n,t,ion"':is.·,,a pion,eer,'tnV,enti.o.n o r-.has nove l.ty

in: combination of,:eleme,nts and c,annot, be

prppeply",claime,d,:in: o"t-her:·stY.1.es :of"claim. If

(1) To avoid a narrow _~~~~~p~~~a,~io~.9f a means
combination claim it would be effective to

descr ibe a.n\i:':11iUst:ra:te';:a;~':"'m:ah~?·:~'mb'O'(iimJ~ts

aspog,s,ible:",i'.n:it:s IIJ~e,t,a;i;led,:explana t,ion II

and, "t:he "dr:awings:.:- :Th.er,e::.s.eems, itO: b.e-n 0

;- ,9',t:l1e_r --w,aYi, tl1.a"n:s.Q qa:.i,:n:g .co .seour e a: .broad

scope of:. ,p~',c:>tec,ti-on.

2) The a'bove-nientidhed:app'<llee filed apatent
a'ppJ:i'ca:f:foh)f'o:;r':': i ts":'6w'i1:' a'pp:arat'us' "i'di-'.'

"rtla.n,.t"fac t'i.i'I'i-rigi 'hal!l:' 'b:eai:'irigs'·};' r'ri"h'ls
speclftc~it'·ton the:': 'appei'iee:' reiferi:~d':-'to the

'subj'gCt pa'ten'te'd"i'hv;eift'J.ort :as':'prldr":~irt,

····p()ihti!dout· ·th·" drawba6ks of'thi! 'subjec t
inveri't-.i.bn"" and s'fa:ted' ':'fhiff'; ·:hl s' ,:a-ppar:~{tus

--"elimin'a,ted" sidd;::'di:'awbacRs:'~ Ir{,~,'the'-':T6kyo

{:the. :..embodImerrcs, .P:f,:t he . i l'):,!,eI1:t iQn·:fu,11y and

c;1.~ar:ly .as wi-,ll be h,er:e:i.n:l:a:ter-', .d t soussed in

de t ad.L, Wes;hplll;d. keep .,it ',bLmindthat the

,sqo,pe,:::oJ, a, me:.a.n_~,;';C9mb:.iI1?lt-:i,:OJ:1 cl'a:i-m; is

intel:.pr:e,t.ed,,-:::npt;:.-accp.rd:il1;9.lt:Q. t:he ,:functional and

abstrac,~.>:la~gu?ge.uaad .Ln, th,E!: \(;:laim- bu t

aqcor.<ling/:to tJJe, d,e,sct:;ipt:-.i.on of·; .the .embodiments

gJYe' in>the,: s,pe.cif:i.ca,t:iQn.--;

2) De's'Ct,"fpt'ion' ,:6 l ':l he ':~p'~di f ibatJbh



'-':Oistr fct' ':Co-urt}~' the-:'appe'llee:submitt-ed his

s'pe'c:if:i'c'ation;to ;,the-"'Judges'<as' evf.dence for

proving. the patentability ·ofhisi,apparatus

over that ,oif·i.the appell.ant'is. He'·pointed

out-,-to-: the' Judges"the;dif,f;er--ence':between hie

inven t:fan' .and -:t'he:; s:ubj'ec't:pa:terited-triven t ion

with r.eapecc.co ':funct-it>-n'a-l :ef"fec-t ·'and: then

-as'aer tf;fd'that' -h is-:'appa.r'abis:'wa:si;:outs'1de the

scope Of protection Of the sUbject>patent.

'-The i:appell-'ee'l:s '::speci,fic-a:t16ri: dr,af'ti'rig'

techn:i:<;t'ue:ahd; -hTs:-:at:gu'ine'n-f: presented 'm the

T()k~io -:o'1:s tr-lct; 'Colir:t' ';t \i'rri'ed'-:OUt to

effectively· conv·incethe Judges' that the

techhlca-l 'Subject:':cYf hi's cfpPcfra:tlis' :,(i'. e.

two-cycle oper at.ron) :w-a's ad'ian'tageous:: over

the t~"!:)ni",,ls~pjecloOf l'h~s~l:>je"t

invention (i.e. one-cycle operation) Which
had' -;~;6ril~;df~~b'a:c k'~~

3) EI1\l:>p"im~'\1o.7d~sc~ibip'ilClaiI1\S

. Whe'n':, the sUb]'e'ct':';-p'atentwas':J.::g's'ued, a mul.tLpLe

cla-iming system: was noc bl3erl'::ado'pt.ed-' 'i n Japan.

Th us " :ff', an -,a:ppTicfat ron w:a's'; f:TTed,:,:" 'cilaiming

priOrity based on

d ep~J)de,n,~ ~P,~~AJl1~;,i 11" ",~ h~" :H,~:~,~-, i_~.P~JJC,_?-t;ionwer e

U~;~al}.~y:,: ;~9:,9~.9::, t9,;,~h~} ,¥lP~,g:~fA·9,fl:~J()ni. ;~,!fi,

"a;dq~ ~~pnal: :,l::~clln,ica::~;,;a:.~p~p.tp~',_; ~~:l1:~~h;,,~er e

,4~sc.J:~p~q,;in.-,,:t,h~:.)_f.9_Em:;pf ,<i_~p.e;t:l_9:~p.t:::"q.;L,~ims, but

,:t,pey;. :wE!:re,: ;110,1;:: :r}~~;L_ :c:l~iJrl,:., !I'pe :s,p~,c~J~cation of

. ~n13~' ,;5 u.bject:,: PJi_:t.,~D,t_;99,ntCl;;I:1e9-;),:~,la.c:i9~;;;L().!la1

t:.e:~.l'!IlAc?1:t:~ ;SP;~9.:ts ":",:: :\'l,P,:icl1: (t,!le~,<?,ky'o:,D:i s tr ic t

99"ur~,: .tOJ?k ,i~!:9,::,,<::,op~~,c:je}:i:i:t:~OJ1,.:;iJl~:-m.a)c.i99 ,the
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d~dis.l8'n,~ In' j'the: ;':ded:b:i1on: ':ttle:\:iudg'e'g'po1hted

out. t'fi'er'e has b'ee-n if:":t:'endency:t;hat:'"a'dd'itlonal

technical aspects" is used as ac;basis for

?~t~~~inirg"~~~ sc~pe ofthec~~~~.

-~':q.etailed: ,e:xpl:,a,n,at:iQn: of:, .t.ne :tnvent'10n", may be

aL'l.owed, But. .no court decisio.n' .w.hi-ch. .. suggests

how,..t:9:,:int.~rpretthe,scopeo.f::,-,a ,dependent: claim

has b;een"made. yet. s ome patent specialists say

that an embodimen t-de~,cr:ibing:cla,im:ti.e.,

deperiden t c La Im) help" to "l"rifyth~ scope of

t_h~ , specif ied invention-descr ibing claim, ,( t , e_
,.' '", ,,', ",'. ". -- .' ,:, \,' ,: :,' -- ':i ", ,-:,.",:' ':,:: .'.",""

m.~.i~:,f:.t..~i~): .,::~~,is? p~~..~m~. ;:f:.mPh.i e:~, "'~ h~ 1: a,
d'ep~nde~h' ciai~ m~y fun'~~i'6n: t.o ~ar'ro~ t~e scope

o f. ~rpt~:cii:~n-'o~:,:th~:' ,~.~f:p,,~t~::i::~.;" s_o~~ other

patent specialists therefore warn us that, a
";:::','.:::> 'C/':':,,, ':,' ,:, ,:)" __,,,""'.:::,'. ,) '--:':,.:.1':'. ;:-:::' ;'.:,;,:>:;, :'..:; .i. .. :C':.·.' ., :....'

dependent ,claim, may he u.s,ed,byth~,court jUdges
-- .,' ,,: ':,,: ":',-":":',,,"'.: .. ,.;': ..... ".",.: '.'.-:','-,.; ;;.",.,' ,..: ....'....".:.:',', ':":"'::;" : .. .'.;" .:,-..,.

Cl~, " a dd i t i ona l t e c hn i qa l
c
a s pe c :t s " , to,,~l'lterpret.

' ; '::':;"',' , , " ·"c;'.·'. __:.".,·.:·, .., ' . .",', ";,.,,,.:.::, ,.'. , :.. ,:.:.: ': .

th,~:, sCO~~;.9,f ~.he main."c.l,a,Jm,.. in. P..tP,~J· words, to

r1~f.r<:?w,1:.11~,sq9P~ ofthe ..~Jaj,rn,.

Gener:a'lly:<i:t';:i:s r ecommendab.Le. <to u:se:'a;:; means

combination: era i m'Ci 5':' a:"mai n. i c La tm.. and, to': f i 1 e

.dependen t c.laims;:{i: .. ev embodiment~descrLbLnq

claims)'whichidefine concre:telY,the, structure

~~:~:, ~a~,e~i~l.:o,r:;a?,h:,~T:(;ins.. deacrIbed Ln the
m~~~s.~~~bin~t'~~~ ciai~.: -- un~ike .~o ~ases in the
~ __,~~.i~:)S~3 2:IJ '~'.'- c:~i,~:;~~ ~'i :i~~::/:~:~ ....

United States, the interpretation of the

mUltiple claiming system has not yet r'66t~:d! ·in

Japan-e; We,";·t:hetefore::must,:·ma'ke>a'l:l,.:-out e.fforts

c La i.mfnq. systemc'ame, in to

'Now;;d,~p-enden,t,lcl-a'imswhich

In ,1976, the, multiple

beoi·n9 ,al,~,Q;,-in· "Japan,



.tp",dr:~l:Fi;~he, :,~~s:t:, P9s:~.M)1__7,\:!U~?:ns cq~~~Pc:1t: on
o.Laim .and "the ,p~"st,.Poss~l:>~,e,dependent; cLa ms,

4) Embod iments

The las-f':p'-ar'agr~';phoit:~'~:ny':p;a'tJ~;t- ;-s;p~'~'i~li~ations

r.eads :':<;-~'__The" aj:mv,e',-descr,lbed .emoodament.s ,at e no

mor-e: .than exarnples;·:6 f .t:hei:iCnventlon', 'and'<t.he

Lnventaon. is<not limi-te,d:<to,'-these 'embodaments. II

\ A:·, s tnuLar. 'p'ar aqr aph is:" ,w:r'i,t-t'eh"- also Hf -fhe

-,': ,_s:ubj ec.t.rpa tenlspec iftca:t i orr.. 'This' paraqr aph

LSi;' 'a's:>:-t,:t:- were; 'a} Yepl,ic-a:6-f,: it-he; "followihg

des cr.Lpt.Lon: ;us'ed'? in;;(t:he cor'r e'sponddnq ' U~,S'~

pa'ten't ;spebificatTtint'·

>'lliE' wYll \bk:Uh:a~r:~\:66:a't:ba::{ !J:i1'{ie :f:h-~ pr,esent

invent-ioh" is ~'~it-::i.'c:~:S~fI'y"}-'iil:~~~~~E:~-d:-'and

d"escfib';a' as 'i~pp':{fe'~f'tb :k:J'~/h a'I/(:)i?ei·::~ti;on, it

b:~:h ,~~'~,'.1,tihb~'~l,:e(l:;:"l,Il:" ,Iri~{~,¥ r~li s :~/,f.'~'e'r:~;~:i;
i;:s'tructural ~~'r~a-ngements ~n~f app'l'fedto" o"t.her

f~:~ '~~:~ :~',: ','" i ,t-'c'. ::r :efu:~ ~:~ :~--~ ,~q~,:~._~,::~6~(i~~:~:':':~6~_j.~'G~h:',; s uch
par~g~'aph- he'i'ps):d-e~teriUine"' tif~";s:ccipko"f" th~

':<,:: iti~gfi t'ibn'ih::::1i',}fu~nAgi j f~Vgf abi.~"" E-6'::' i£ii~ p~fen te e

i'. i'i'il:"'~ p:~t~h t'" -inf~ ihg:~ni~n:-t':: 1'il'i9~tigri'~ T'h:~'

decision of tht/;:.f.8kYb~Di~tt''ig{:'C{;Gtt" fJ~d~: II An

protec,ted:~:,~l:- ;And, the,',-TokyofDistrict::,',Court-:'did

.not: take.. into--' cona'Ldera t dorms a i.d 1'asct:", paraqr aph

,:of the sUbj~ct.:;'patent specif.ication ~

In pt a'btib-~:/: :~6ni~:': p';~'te':ri:t( §pe'6 ik:i;i11:~ i e~:6ritrnend

addirig ~lmii~i:'"!~ar a~t ciph f2' tfiJ ~P~gifici~~ion.

6. Summary

l}::-tbe Japall,ese~Pa:ten:t:::Law'>i'hcludes'c;,'rio provisions

defining a so-called means combination claim.
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In: <hot'.tF:lheF 'pa te'h't: "'eXanhn lng"pr 6Ced'lirE{ and

:t)a"f'en t:'i"ri:E"r'i'rig~'mehi'lftfg'ii't:i'ona :means

;boIribi'n~d:::i:'cfh c':diln{ ''HiG(:h6't,'YEH:' be'enr'egarded as a
established category and, fn'-'g'erferai/"::lt is

r"egar:dedas, a:':~pp()blem,:to:,a'cla:im-:usip9' a

&unc,ttona,l' and-cabet.ract; .Lanquaqe,

functional and abstract language,' 'the"claim

would be usually r e j ec t ed.vb.ecauae -of the

violation of ,A.!tic~~,3~~ pa"r,ag~.,a,Bh ,.5 of the

Patent Law as not describing the structure of

invent fo'ri" diel'ar:l ~i b"i:':'uridEi'r' ,'the"d6dy: of::Ar':t-icl e

29 a's> '::;j:'e::s-:d'r i b irtg' ain? "1' rioornp.Let.ad '1ri\ie'nti-bn.

3) If a claim written in functinal language is

patented, its scope of protection may be

co~~~rued tObe narrower based on the description

in "t.he specification provided the language used

is held to be unclear. (See Article 70 of the

Patent Law.)

The Tokyo High Court Decision on "Apparatus for

Manufacturing Ball Bearings", December 20, 1978

is believed a leading decision concerning the

scope of protection of a means combination claim.

4) It is advisable that the applicants should use

as less functional language as possible in

claims and that they should describe as many

embodiments as possible in the specification if

they are to file a means combination claim.

7. References

1) Shoj i Matsui "Patent Management", 1980, Vol. 30,

No.5, p_ 478; the reference shows a court
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.~~c~.$ip.rt~h~9P:~,~t:e.rmiI17s:,~he.:J;poP~".o~ ,a claim

wr,.i:~t~~ ,.i n:~uI}c:,ty~na~CiI}<:t ,:Cl:bs,~r"act .Lanquaqe ,

,~.8.C::,9F d~,n.g: tp:, ,,thf=.. emqpdi,m,e,l:l,t.s rCl,l:!Spribecl, .Ln th e

spec ifi,c,~.tion.

2) Tdh:r:lf'Tanabe' "Patent: Mahageme'nt",":1978.", Vol. 28,

No.2, ,p'.":141'; the·-refererice· tea'ches:'some

_.il}:~:~:r~r_,~ta,t.io~; 9,~ :,a9s~,:t;aC:~:~:C}.:I'l9':l.a9,~,us,ed in
claims.

8. Documents Attached

1) USP 3,07"9,'678, Claims rand 2

2) The English translation the Tokyo High Court

.J~~;9;:i"s~,~n" :~h0\rl,Cf__ .~,,~ (n~:), 7~2, n.J,~easons"
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Claims'l'and 2 of USP 3,079,678

1. Apparatus for automatically gaging and assembling
coope'r:cit.'lncfparts', sUdh-';il's' al1t'ff'r i6't.'i.(jh ;~lernen ts

bet~ee'Ii': inn~r; .':and'; :O'Jt~r beafing'rlngs'" c:6Itipr is ing ,

gag'fng';rn'e'a'rhi for -:domp'alihg -'the"ed-opera'flog

"

-rad~-~ay":s ':a'rid' piO'\i'i:ci'ihg'> af s19Il'a-i':d~'terrn£rU~~d:'by the

space'therebetween, a plut'llity of supply means

each'cont.ai'rlih'9'a :different'sf'ze --r'a'rige' 'of
antifr'fdtldn ::eieIrierd:s-:)f'or"ass~mbiy;:withsB:ld' rings,

co'mmon"r'ece i.~igr: 'ihb!)eraflve'as'sbc:-iatthn' 'w'1th all

sa id 'sU'p'ply --Iri~ans' 'iot' '-'r e8eivi'hg:-:ahtifr :i:dttbti
elehriertts"s'elec't'ivei.~i;"h\t~b;~rd 'fibril :~rt-y' 'oii:e' ':'b-i :"sa i d
~l1PP~ ;It1~arlsl ':;Jri~'t~t irig: rii~an~ -,lot, Ei~dh -s« '~':said supply
means ':-r'~e:Spons i\VEi ;-tb;:sal;d"9aij!irtg~ntE!art~" for
~uf'dmatica:iiy Ibaairig- -a::':;pr-ed~'febriined n:{l'ntber of
ariti-fr idt'ib-h ~i,~tnents:-:fr'bInci:'s~i~;dfeci :Ori~;6f said

supply means dete'rmiried by said' gaging signal into
,,;, :1;lcficf::dhrtfutbh~r ~-C;b'B;~'r: i;rt;-':~bdd'r-d~itc'e:' ~ft:h :';th~'

r'ei'ii'f'ive ;-::a {Irtefi~ fdtiii ';6'f i\f'tiC;;"ga:g~d:-;p'aj+ dt-'r'~8eways,

s'~:ni"reHe£V:e:r ~r:ebeivfrig ;cirit£'ffi:'lct::ibri";~ff!m~ri€:s from
a plurality of sources prdvided by said supply

~eans':"~a;nd::h~'v~ng:',':.ti;t~l:e; :bhtie';: ,,-'f,~:r; ,,;~:~::id ':E!:J.:ements ,
'and "'assernbly;~meanscoopera'tincirwi th"the' outl.-et of
s'a'ih :~ bdmIilhn' 'ri:~c'l;h J'~r; ::feN;; ';a~hi;~:mbfin~{' tb~;'se;le''c ted

antifr ictibn elements supplied therethrough with

the gaged rings.
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.means 7oope'r<'tingwLtillth,e ,I'.eceiver

,elements

suP,plied therethrough with the g~~eq r aceways ,

2. Apparatius "f"o~ a,~toffi;C1tica+~y;gagirig and assembling

cooperating parts such as antifriction elements

l:l,e,tween,.inn.~r,_aI1d,~~~~.~ J~~E7[~,X; ~rl9 "J,~ng?, ,co,rt'lpr~sin9,

9fi,gi I19 (~~,aN~: .,f.or,,porifp.a~Ap~. ~~he, ,:PP9y;>e,r,~,ti!1~

qiI11~,ns,.ionsof.a,p~i~.; ~~, "tn,ner.,aI1dp,ute-F ,b,ea,r,ing

r ac~wax;s: ,J1P-~.-"pr?y;id~rW~:,:~igna.l dE7~~:*7EmipedJ)y the

~pac:e .;~.lJ~r,;e~,7t:,weE:t~"a pl,ur:at~,ty o~, Silll?P~'y.means ,

~,flqh""f.or."q,.~p.,t~i~,~ng a q_:~fif.er$I1,1: s~i,~:e ..,ra.l1.g~" ;of

.anri.frice Lon eLemen t s ,.-fox a,~~~;mq~Y; _w;~th,;s,~i,d r Lnqs ,

a SUP,13tA-n;t~,a~,,~x: ;;"~~;~P, ~p,aJ?'7? \:~~pr=i,~~r::; _qpo~~I:Citing

with all said supply means Ior receiving

:,CiP 1;.,if;r.,~p:t.Jp;~; ,_ce +,€!,Il}eI~~,;s, <~f= ~~ct~X~+:y::)net~1:)~4 .:~r.om any

orie .of ".5 a Ld :5~J~P~Y.;JIl,~:an~:__,;~hE!re ~,p:t(), :,,;~r=~,n~\

SUppQ,r;,t:i~,g,}3Cl;td: .:supplX :mea:~'I3' ,i:It:r;e,lat.:i,YE!J,y spaced

f·..E7+Cltiqn~n;};); CiPo,ut ;,t,~_~ p'~ir; i.l?,ht=1:Y 0:1: ,,·Si,~,i~.,~,epeiver

for. s.elective -:~p,t;H~~tiC=:,>~9fl;d~:n,9,9t,,:,aptifr,iq.;tion

~,.;L,~IIl~nt~ +rpIIL th~"",s;,t,lPl?l¥:,:,;~~"Cl.I1S ~~t9:,:t.l)~"~.,ec,~iver,,

m,E7,~~:~}p~ rnE!~n~.:-:·fo~ :y~·flC,h "p,t.~~:.i:(t ~9P'p,1y:,p1e:an~,

i'f,~;~J?9n~Jl{7:' ",t:,O i::~ ~~; ~:+:,gl"1:~J; .J?F<?;Y: ~,c:I,e~ ,,!?y: 1,·,5 ~ ~~:l--;g,~,g ing
mearrs ..fo.r, ~~:1;B,~,F-~.~.f.~;lly: :e"e;.~~i}lR"a:l?F:~,,4,~__t~r,~Aned
Qumb~r Qf antifriction,el~~~ntsfrom a selected

"v

s,q~J?tX means, ,and, ,i,l).t,o ~ai(l, ~I;.e.q~iver, iJ;l. accordance

tt:le ""r aceways



Appellant~:

De'elSion,' maderon.i

(Part ial Trans~latien)

DECISION NO. SHOWA Sl(ne) 783

December 20, 1978

Kabushiki ~ Kaisha" Tokyo~ Seimi tsu

N~.T~.'N. ~Toyo Bearing~~Kabushiki Kaisha

, Original .DecLs Lon e No; Showa 4'4(wa) 6127, made by the

Tokyo District ~ Co"urt__N~~_~~~_~~_~~~~~_~~_~~~~~~~~_~~~_~~_~~~~~ _
(Page'326,,1right column,' line~42', to'1>age329, right

column, line 20)

~REASONS'

1 ~ Bofh:::~p ..irtiefS :-}concertied J l1a VE( '::no ',::d l.s pu t e rebou t the

;pointthat~~'theappellant~owned ran excIus tve license of

therpre'sent'pat'enturight' from Octob"t 18 t 1967<,£0

~ ,l\ugust'29';; 197,3'; theupoint 'tha t"thei!scope'of: 'the

pate'nte'd: loven:t:io'n -'a::f:::clafmed ',-l-S ,;just"as discus's'-e'd in

reason 12'fdr!which" theappeih,nt fne the 'case'iand !t.he

poi ntthat!the'appelilee~manufa ctured !laU'bearings
durt~g :th'e;: above-snotred per-i'dd', ;:Jsirfg th'e-apfiefri:):bfs QW'ned

'by, the appellee.'

2;1 ~ I\ccordingto" theclaimed'scopeofthepatented

i nventtoh,_ ::bv'~r: .iwt(i'ch th'ere- '-1'5 (:rio ".di"sp.u-te be·t-w'e"en "-'b6th

partlesi,';:the ',:paterit'ed,'- i-nventl'ort relates <to "'an :appara'tbs

fo'rau tomat icallT:',sel'ecting-:,and i'is:iembli'nii. a:,'pa,i:'r ',-<;f" "

parts' -such .as in'ner."'a'nd' 'cutre.r' bea r'Lnq r i nqs ior,: <the

c orr e spond.Lnq inner and .ou ce r. parts -of :a,"bearln'g: :"a'rid

'c" 189-
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Ln t e rmed La t.e parts to be arranqed, bE!:twe,en:,theJ ;pa:ir -of

parts. The apparatus comprises:

(1) a Plur'~jA{~ ;;t sUPPlymeal1$~~ch containing a

t:?)"" m,~t_~:;":~ng;);~~:Cl,PS -~pr:,:,:,c9',mparing the s i.zet and­

Ip:ad:i.n.g,a,<pr~~e,te:r]J1i.ne;dnumber of Lnbermedi e te

,-par,~,~::\ frpJll! ,a- s,el~,c,:te~:);one: of; ,the,::supply,me'ans,

(3) gaging means fore au~omatically comparing the

sizes "of" ,the', coope.ra.t Lnqc.Eaces of,the-inner

means, and

(4). assembly means .cooper a t Lnq with the metering

.meane. for-. ~s§eIDPlin.g'>tbe<>selected,'::lritermediate

pa~t.s, and ~hej inI1¢r j andjQt.;~e~ -::parts.,,--:examined.

(~,~pp~r:l?n1;+y i:'t:.',i,;§ ':>Cl qQmpooe·J1.t:.~:;of - the,~:,:inve,n:tion ';:;.that

It the m~:ter:i:ng".:JIl€!,Cln~,{(ind ;~be ,::as.s,embly ,~e,a'ns', ,c:o(),pera'~e",.·

~:~ ;,,~q\i~Y~;~ t,: the:;:'l.:q,J.l9~,~9~·,::~.g~S;embJY ,~,m~ans:,;,co~pera\t:i'n9

\f;~ til ,,;t;he,; :;J~'\~_tE!;~in9,::.meal'ls~: ,.:,i,Si ':~,ery <fu·nctoi()na~':, :?and ;;ve:ry-',

absj:ra.pt. ,·It.· i!;iJ!lpQ!;!;ible.to Uf!derstand<,f~ol1);the·

.c,taiJ!lec:jsqpp.e ,of· j;he"inve.ntion howcthe.,m.etering .means

and the assembIy means should .coope·rate.so .thatthey,may

be C;:,Q.Qs:~q.,e.,t:'oed,;;;~o :'~Qe ',\~;C:,QQpe);:'i'1iti;Qgn'~,J.Il the' :,~s~.:n~~::':':Of the­

,"'o.r.d ,usec:j,,:, Fl.!t:,th.er, :1.n ,Vi"."'Qf E.xh.ibi t .. A.,;2 ,·the

.."alic:jLty ,Qfwhiqh .w.as notgues,tioned..<the ..intended

me~niJ1.9/pf:" t,he. .':~or,d:, e~.coopera"t:in9~";.;:dO~,s':;~.ot-: see:m: -,_to .be:

dirept,ly"stated inthe,·specifiqation"o[. the patented
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lh:k't:: d'iEl':w6:rd :'i"cb6i:li?rattf{gQ'1s:': U's:ed'~ a;nduHd:~r'E(t:Ood to

mean 'a ':~p'ec"ff':rc :tcibr.i'til-caT~"Irta-t te'r'" 'l'n- thef1'e I'd: ()fiirt' to

wWfc'f{" th~>'i)iit~hfed':' i'nven't~'Or{' b:ehb'iI9s"~; g'u:b;h :C-6n{I)chl;E{ni

de"'g't:'r'ihed':ir{i 'k: ""fJ;ri'EtfOna'l:':- -'a'nd"i"abs't'ra~ t Lingu:a'g'E? ':Shdl:d.d

tie ,': 'iff~:hlo:'s'ed'" :10:::' :'ti-{~:_':s:p'e cit'f':i'c:a't':-'fbn" :a'Ild:> '(:fr:b.'\4;~'r19"- a~s'",,:tcf 'its

-"'i:a'iic'e' is' 'h:6'tF' c''l:k~t-i~i::t.ihdk{t:~;t:'t)b:if/'fr:o'ih; the ":~I?;~:<:i-fld'a:t'{on

or the ord'inary technica'l knowle'd'ge. ' ([f' not disclo~ed,

~ uCh·:';'h~qtri:i-k;d-'Eb;mPbh-~:h:t"'';(iii' b~ ':d:>ni~:;h:l~rea;> to' 'repr'(is'en t

no more than a problem'to be solved 'by 'the invention.)

A required' coinpone'nt 'shoufd be clearly 6nderstood based

o~~'>~(C6'Ocr:et'~ t:e:<:tdlrc~1:;ld~~':"wh:i'ch,:1'1'$'; 'ae fIned:;' 'by! 't&ie,:

s truc:t'l1r~': ittia"f'h'i{i:;t'fdh '8r: tlHr' Cb'fuP6R~h't'~ ;--'Th{~ :~iif' be

justffied since the:' object, co'nstruction' and 'effe'6i: of

a 'ir;; ih:~~ trh i6W'" sh~if' 'b:~? "deii:b"rTb~H.f::' ifF? -th~ "d~'tlit{fe'.d·'

expianat'fon' ;'J:' tire invention·:' and oniy the ina.tt"r
, ,

indI~p~h;~iibi~k' tb t'he";"bb'rit-{i-i.t:6t'ibh bf~ 't'he'>'iriveht'fbh'

descr'ibed in' ttle "d:eta'fled 'explanation" shall be

described in' the "scope ol demand' for patent" "and' since

'th:": "~cope of" demand for' patent" shall not 'disagree' with

the "detailed ,expl'anad.on" and the latter 'mus{ fully'

support the former. It is 'therefore 'necessary to'

'interpret, rationally 'the 'requi'red component "the

meteriri9-:-ril~:A:~S'-' :~'nd; '::thE/:~:s;~~mbty':;' means':' cbo:pe'r'a'i~" from
the drawing and:~h'o:le" '~'p~'c'ffI-ca-fi.6n:; 'i'-ri>ian:·-:~ttla:i!t'P"-t' tb

9 ras:f)::'th~r; le;~'t{h,r~a':i: isl g nl :f r6~l1ceJ b;~':'i'd:ea:' o:f;':~h'eo

"'c'bmpbnent.;:;;

'-191-

~. ~



The a~~ellant pointed c;:lut tha,t, the pre~ent patented

Lnvent i on ,~as ,~;<pi<?ne,~,;-_; Lnven t.Lon _,anda:rgu,e,cj,.}:h.at;,:,t,t1e

5~?mI?5m~,I1J. ,~,~l:te me:_t,er~ng means .arid t:he. r~,ss;~:lllb):y,) me:~p:;l"

~;?S~~,~ r,i3J~,7~, ,Iji,,~()uld,:"o '.I1?-t: i ;pe;':'iJ~ t~irp:~~.:~~ft;wi_~h,~: re:~,,~F~,rlC~_-,,9n1y

-' ,tq",th~,:, s,t,ru,9,~llre:"~ndi_;J1Jt;lcti0!1._,,.:lc,hi~y_ed,. :in"I3.-".. "embodLmen t;

WJ1.;i-7:l) : _,1 s;-,9'~_13fc,r,iped", :ipt~ e,_; ,~,'p,~ cci.~+:c:,~ ~A()!1.:;':- :,,~o,w_eye_r;;,!, ~,lle

...5 :ig,nif;~ c.a)).9,f: ',pf _: ~r/~-_: ,FOfP?,9~,~·?,~::_, ;,s,hq,~;l.fl cb,e,; a_~;,t;:,~ r;ct?i iry.e,cj,0,l?y

J:~l;l,J}l.i:I;1g: .t,he ,~echn~s:a.+:Jq,€t'7' p+s,q,~Q.~~,P Jon, J.h,~_",_~m.9s)dilJl.~nt

_Wh~_!=h_ .Ls ,de;sc_~~,beo. ..,J,n~Q.e" ~~ec.ifJ~~ t:,Jon,~i,nce. ,the/., "
" \.-)'>,'::." ...",.,.::::.:""-> ',;-...,......::, .. ,. .-_.'; ..... :,:·,.... ",...·,'"i:,_·· ...'··..i '.);::':'.'.':'.:"':::' !;.,;,'

SH~PRn,~",P:~.:. i;~,.:.;st~~e,9" J~\,;.-~ Ylrr:{:~ f,l1~,q~.ipfJa~ caw~ __ a9~}:,r:ap.-t;

c', D ;~l~~PW·~l~f~,e::c,.;i,~::"P:'O 1,[1 t_~;'~,,, cu t,...abcve ,a,nd !~:h~> (~}8:l:mf~8,?t

s_J,g.ni,.~,JC:e;tJ1H~:> :9,a n9p t , :~,)?a~qh ito; .,8:f¥i 'fl~::?-:t:'l¥-; .~r;tq~F:::> tpOR,

.::+ rom,:,.~h:~:; ;~,peci{~fp. ..~:tC?rh apc;1 t.\l:~ /r~,fP}:5Vi'J¥ (~;T;f~P-fP.~-~~-

... 1l'n?,:!.~€d.ge:,. IWj~"'9J~'1\l'l¥ m)~ ~e,. ul1reaspnable ~P liplit

the c:9,!PP?P.~,V-:~;' tP:,!:fh1.t cRn:9F~:~:~,., st.F·l;Jc:t,Li,~,e,__ a,"9 ,~~IlG.t:~o.C1

. a ch i eN~<;1,,:Jn ,.tJ:!e":,, e,l'{l;qoq_~ me n,t...~ , (,o:rr;,~~ "S9~r:~,~ s .. 8?,~ p:i~,l'I,:::

s ta ted. in the fpllpwing pa.ragraph .~. is. not c::pllc::e"n",<l
;'":..;..,:... ,,,:):',.'-'-::' . .i. '.'.>,\:) ..-,,__, i;~;"''':::''''.''.,:,.1'.:J~.. '·;'·,..''·:,,-, ,:',"':'.> ,-'.,.-: "';',

,9.~::~c;r;JlJed,.f;::i.9,: :;?e",:~peE,~-.-.~,~,p)~t:tpn,~.->" Pb~+()';1s.~y ;~ ~ -. ~s _~IRng

',tCl, .c~aJIJL iatechni""al id",ij. .. )!'hi",l). i:~"np,t desc"ibe<l' il1 •the

s,peP.iJ ic;:,9-.tJoo._.. tp such ext.~n,t""th~_t: i,anY;: ,pe:r,§0rl" ~~xinQ.:

COml~?rl>rp~t~~~ie ~rtll~··tecl)ri",al, fi",~<lto)!'1) i cl)tl)e

i nven t i.on~,e Ipngs ..caneas'i lyeffe.ct,j:l)eil!P"kil)g 9.fi the
:.:' :C, ..' ,,'. -.. ·":'-'·'.;U",.,;':-..·<'...-·' '.'.":. ,'..' ,.:"...:".::., "";",,) '-.' ,'.. ,'

~,:9:v:~ot~?p.-.~,·\,,¥~Ale:,:;u~!n·g,-- a...... ,t1,1I;\9",tipnp,L and..ab st r ac t,

,+,:ang':lfl9'T'! ,~o:, def i ne ..... the ,~~ch,QJc.i:l-l", ;,~.d.~a.,

4. Now.rt.he c2rnl:?0n~Dt:,::::~:th~ J!le;,t,~,:r,~in<:J;:;;rn,~:ap_7 and" the

assembly means cooperate- will now be studi:?i~ ~'i,I!\'iCview

ii'C 192-
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Thatfollowing construction and 'the followIng funcl:ion

'-0:£' 'the-:"ab6ve-m~htioned:: Exh Lb'L tA.:::"2i' :theapparatus~ i".e.

only: one" ~mbhdbnerit desC'r'1bed ;~rh the:-'sp~clficatibn of

the 'present patented lflveHitfoA- iE{:conslder'ed to':' have' the

- is', the::d'iffeteri~e -in s iae b~'t~eeri lhner and"6uter parts

station 11. These' parts are put togethE!riand I:hE!

re-shltant 'ass'emb'Iy 'is transfer't-edtb a -;pos'it'fon"set

below' the' dish"::shaped redilver17 ofa ballassE!.ilbiy

staHon 20; f';'the .ileanti.ilE!'6ne of a nt.IIUbi!r of supply

unfl:s 21 fot supplYing il'itebtiE!aiate p~rtsli,e: bails}

of differal'it sizE!s'1sse1E!cted' abbbrd1iigtotheresolt:

of 9aging'0£ theinnef'and outer rings!. A: ltiE!ter1ng oiiit
1311" actl.lat:ed'to're1ease a prE!dE!ter.ilil'ied nurtibE!'rof

"baUs .... irito therecelvEi" 17, ;'These ba11sarefed I:hrough

aS1"glE! o"iHel:porf'?f thEi fE!ceii,E!rl'7 andloadEic'l

bE!l:weeri the iriner'andouter' i:'ingswhicn' are po"i tiorlec'l

be10w'the'rebeNet 17; 'whereby , a bearil'ig'isasse.ilblEic'l'

Thellietefirig unlt '131 which is a me€.it·iri9'Ili~arisfoi'

selecting 'bai'HTand.Jh1chcompr1ses'aso1"n-ci1d 132 , 'a:

centra1blockl34',a 'slidable ,plock 13S,'meteriri9

passages 145 1:0'148, etc.) isopiirati.velycol.lpied to an

assembly 160 "l1ichisal'i 'a"se.ilb1yme'aris' {aiidwhich

cdmpfi"esap1u<3 155 for .ilovil'igthe .innerti"g off

center, a cylirtde'r156, ahalf...'llioon shaped,proj"ction

161,aii ,arni1Hi'an'air cyHndE!r "·170 ;anab'utfn'enti6'fi' a

forcea~plying a.rm180>for defor.ili~g 'a ril1<Jl71 a.ndthe



ou t e r., ri 119 1'< ,.~,fl .Cit:>utmta.I1~1?,,6L:a, sp;}pg ,l~~_, all:.:;?lc:~,~,~ting

stop 185, a cylinder 195, a toggle assembly ,192, a rod

96" e t c , ) by means of the receiver 17 and, a ba.l Le-

Load ~P9 .: m~sg~n~sJn:;'( ~hJ~h:.:p'omPF,~ s~?, ~:.l~ad ~n9 cap'::if= r.

205, i' l?ading pl,!nger 206, an air cylinder 208, e t c,},

Th~;:, m~,t:,~.ri,ng;:: un i, ~::"l~J.:: auppLies : .to., the_:"rec~iv~:r:,17,.Ci

pred~H~rJ;ni~e9·::rl~J!lB~r;,-' oL,,1?al!p o~~,C! sR~ci.t:ic S~Z~i; wh,ic,h

has .q~e~,:)?~~E7:~,~e¢l.~9cPF<;1J1'}9::,t;.g,,;th~u:d~t~,Qt~d; di,feer~,rlce

in" siz~.tJe,twe~n.the,-.Lnner.iand. Rl1t~F::;~:i:l).gs,l' Tl)e, b9:,1 1s

roll ,fixed within the loading , carrier 205 down into,a

vertical c groove, 202 provided by a sleeve 204 and remain

between the groov" 202 and the loading_plunger 206.

,When the assembly 160 is ilc,tuated, .a ,gilP .Is p,,?vided

between, ,the, i.I)Jl,e~: .and .911;teE ;~;q~;~. ::,f,or;'\::~r~:9,,~,~:.Y:~:~9: ~ge

balls. , Thereafter the loading plunger, 206 is retracted

(or ~ved .upj, whereby the balls roll through" ,p"ssage

210 at the lower end of ,the, sleeve ,204 and are ~oaded,

bet,ween "the .Jnn~,r"and ou ter ~i:r,t,_gs., Thi"s .done , ,the

loadi,\g plunger 206, ~s pushed, forward (or moved dow!)

~o ',_ ~ ,:"J:?0~:,i;,~,~.prt ~,.1,o~:e;:<p~al1:::J~~e ,A:~~;t:i(q .. posJ:'t-i.;pn (J.~~,~,~,;

the posit,ion shown in"Fig" 14 of th,~ ,present patent

publication attached to the ?rigind~ decision)" The .t tp

of the loadi,\g, plunger 206 protrudes, into the gap

between th,e,;,inn.~.r aQ.¢I.,,:ou,tet::';:',Fi~,g~. (C3:t:: t;.ry.e pO,si,t;o!1 .shown

in Fig,. 20 of the present patent publication) and then

r.e.nu rns t.o, .;t;.h~ ;.:~ni~:i~l':::l?,?,~~~~(:m.: ".If the,:bal.l,s ace not

prol',edy lo~,ded, due s to.. for example, jamming" the
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loading pillrig'er 206 "cannot compl":teitsfull downwa'rd

str'ok... , if this (Le';incol1lple'te loading of balls)

happens i 'ther mach Irie Ls aut6riiatic'aITy':s:-topped~

As:c~v'tde'riti; from' the>\ibove:, in:-·th'e' -app~frat'l.is

descr:ihedas'anen\bodil1lent; :the balls'selectE!d :by the

through the receiver and the single outlet port of a

Ioa:'d'iri'g rne"ch~:frif511i' "associated ::wfth ':the:'::-rec'elVeiii:and

finally loaded in a gap between 'the 'inner 'and outer

'r'l'rig's:;whlch ':a'r~ 'pos'L tran'ed b'e:'16\;i\ ','t'htf "l<Jad:fng.. :rrtechcln'fsm.

Balls of f\.:i'e :'6'r 'morEt'sizes -cannoe 'eXifrf-',,·'cif th'e~: sarife:;':t'ime

hl'::'the' "rEn::e:fve'r:"~ -Ba'll~ of a::'s12Ye-' suit'a:ble';' fdr the';t1'ext

pair of idne:r:'iin'd 'loater: ring's'"eire riof.>:~i'e'le·ct'e-d by·-:,'-the

mete"rIng 'mea'ng: 'Or re'lea'sed irib.j'-'the~;:receiver, c"ull'til' the

assemb'iy 'means 'completes th~ ass'embli';g process '(i.e.'

. ball-16adfng).· 'That is; .the metering means ./lnd·the

a"s's'emhlifme'a:ri's operate ;in<'so'ch'a rwayJih'at;::,wheri: :';.one:'df

them finishes working, the other s,tarts working and that

when one of them stops working, the 'other· ~tops'working
. '. ~

or s'tarts "gdfri'g idlE!; One ··ofthelri ca'rinot keep'on

working fnde'peridE!ntiy: of" t:he'operafiori: of "the other;"

:'Th\~:"refati'ans~ip that: "the meterfng 'infians',: an'd' 'the

assembly ':me:a'n~<co?peratell";: whH:h· fs '6bs'erved< irt,':'the

a'pparafu's"or .embodimen t·~ sh6~ld. t-here'fore,be: Considered

to ',me'an' tha t 'the m~ teririg' me'a,~s -and ::t:he;' ,as$embly;:means

con't'i61'e:'ach other's ope r a tiOrl ~ Th'a:t"i~,';'the'se . means

cfre'PLlt 'bi a' s6':':cttlled orie:....to~6n((,:tela't-i6nship"or ~n
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inseparabler:e l:,Citiqn~l1,Lp., The, ,,~,peC;::,~,f iCCl:~A?n "C~fl t:~ ips no

de~c:r-iption which:wou1d, imply otherwise. (Indeed the

lines 15-17: "Lt; will be understood that, while the

p.r-eaerrt; ,:,-invention .Ls. pqr,t:·ic111,~,t:':+y"",,:,i:11u!?;1;rat;eq and

descr-Lbed .as ,~ppl i:E!:el t9, ~:s,.ue,:,h :;-3l.f'lLq.ee~,at,io,l},~<,Jt can be

e mbo,d,:ied ':'in rna, ~,~~:ia.J.:'.~,Y: ;eli ~{~ r en t f?: ~.·r:4~:t,~,~,al" ,,~:rr~[1g~ft\~n ts

and, ;C,ippl;i.ed ;i;op)-:ptJ").~,r ;p~,r;it~;~,~; ~'=l.,t :,!=:h~: ::sp~,c::,~:,f~:Fat;.i()r1 does

no t, ~l)..o.w ;,a -,C0l1c:r~t~:;,'.9.or),~,,~,r;,~9,~iqll,',o~ ~:4n<~:t,~9-I1:, ,whi:c,h: ...

r!11.a, t:~,~,:~~:];;ly ..qiJ·,.f,~r~: ...:f:rqJ~ .rt,tl,e ,,:;,?:,qqY~"7rn~-n t io~ed,: "e,mtJ,oq~ment •

. i~hu s;,t;t.h.e:,:at>O.v~,..,.qqo;tecl""d;e:,~;cl'."iJ? ~ ~og..:~<::~,nnpt ,p,e, aa Ld :tq

.'.:,s.U.gg~,~t ",tb,a t:;,.;'~:,t;h,e .me t;,e,:ttng, ~Etarl!;; and t;he,',<3:s_~.~p~bl)~, .means

coqp,\,,:at,e:nsho~ld b,eJnterpreted ;~iffeJent,)

'l-r), :vi.€:.w.- .:.at. :;:;t;he, ;,~boye "i t.;.jis_:,~e,asO\'1,ab:l,e""to ,c::pn,siqer

t he i~0J!1P9n,en,t; ~::t:.he,_ Ell3:,\~,~:t;i~,g,<,m~,,?:ry.~. .c ~~,<J::, t9~: ;:,~~,se,~91Y'" ,)~~:~ns

coqp~r9;t"e,"·,t9, ,meqn -,no,t:.onlY-I as the::appe11ant',,,as:se,rt.ed,
, , .", ,,' _ ,- .• ,''.- ,.,', ,,"" ',,'._ 'J,','".'. " ,,",. ".'"",,",,,' __'. '-C"'",'''''''''

tha t (;·the' .,:a:sse;m,hl,y .means ,,:xr~;qe~ye~:i !::tu~.,..{~,nt:e:t"'rttE:1:d i.,a,.-.~~,:~;~:l:;:,ts

(i ie. baHs),select,ed .by:,t,he<Jnete~i115l,})\e~n,~,,;t~r:oWI.h..

.. ,al'\ot,he t' ,:Qall.,hoJdi ng.m~9!lal'\i~rn"Q~talso· that -:tl1e

meter;i"ng,:,;~eal'lf::i.;"a,l.l.~.. t:,~~,:;a~§ef[lR~.Y me,&!1,f::i q,O(n~,r __o~ each

o l;tH~,p":S ope r a t i on :ClI'l.4 .-;{t:J;,e ',Ht1U~:, pu t,.. ,ill: a".s,o,7,9alled

one-t:q":70t1.-.~':.: r~, La.. t:Jp~~.1)~.I?:.'(:P; ~!1.:: in~.~E? r~}:)~:tr; r:~;~ ~:a,.~,t8ns}?:i,p.

5. :ll'hEC cons trucc ton and :::~unctiqQ-",.o,f,:,t;h~::CiPpe11ef;t\s., ','''--''" --'''','.''''', ,,' ,,,,,' -- ,', .- --.. ","'"',, '.'

a ppar a t us ~,,§. r e just,:a,~ S;,tCi t:~t:1 ~ry:.~ :,tlle'()Figin,Cll~,e __c i s Ion,

:'r:e~son ?:,(,.$e,t::!,· ~,r,cmt;;<;)3..ic;je,!:o.f shee t . 7+" line '1 t~,t:'pu91,1

reverse s~de ,of sheet 73,.. ',,1;f1~:;.3; the term ~c.onveyo,r:

dev Lqe n ~9n,-,J~,9D~_, S;,~dfS;gf:.:911~~,~ J!,~ ,!,;n~<.-19. and .-;~,~,e .,,~9-_st
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lirie····should be cha.hg~d"to '''discharge:'''de\rfce'W) ~

6~ Abcot:ding 'to the stai:ementas sp~cified' in the:

prE!'c~d'irigparagtc!lph '5," in th~ app~11ee's app'a.ratlis a

devig~ 302'\';h':i.ch'Iri~mori'zes the numbe r of balls, 'stores

balls and feeds balls and which comprises a ball

pla~e 319, a

disc 324, ball s t o r Lnq cylinder's 326, etc. is provided

b~tw~eri':'dri as sembLy" difv'ice iI'" «i .~'~"ilssemblyrrieans) "for

~ss~rribiirig inner arid"out~'t i-thg$:'an~rl:t bait cdul1tlrtg

device 301 (i.e. me~ering' means). The ball counting

device 301' doiJht~ b~liSc3.[lf{'rn~asJr~;; .the sLzes':'6f balls.

A pt"edet~'fndn~d':hi.Imb~r o'f' ba.lls of: a 'specif:Lcsiie:'which
-ha~~'b~encburitedarid m~asur~;d';by:the':d~vic~" 301' are

supplied through ~h~' ball discharge poz t 312 and ~he

; ball distributing pla'~e 319 to a number of ball storing

cylinders 326 which are disposed on' ~he cirCl.\lllference 'of

the disc 324 .:" And the balls are stored in the 'cylinders

326. The balls are discharged when' the respective

cylinders' 326 reach a fixed diSCharge'·; pl~i:e 410, whe.reby.

they are supplied to the assembly device:'li and' loaded;

between the in.ner and outer rings. The time (o'r cycle)

during which the balls' are supplied from ~he ball

counting device 301 to the cylinders 326 of the device

302 differs' from the tfme' (or cycle). durin9 which the.

balls are supplied. from the cylinders 326 .to· 'the

~<~5;ril~biY· de:J:~'ce ii~ 'Th;~s/lh'e'b.i"lf;·'~c;u't\tirig~d~vi'Ce 301
. . . .

(i.e. metering means) and .~he as sembIyvdev Lce 11":{i~e.
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assembly m~al)~t,c5'iJ.PP~t:'a~e,JndE!~iJq~Dt;ly Qf~~ch ocher

thr9u9hJh~,·,1ev~,s~ 302. ':[',hfit is',()I1e,.of ~~Tm can keep

op ~9r15inQ,_~ven iftPET,.,. 0th,~r :is ,§tqpl?;~d,~ qbY,i,qp~~y" _"the

dey ices ,.30 I .. .and ,:1.1 CJ(J" not . con,t;.r9+,~9clJ_,<?t;her ~_s opera t ion

and do; nqt "hay!:;!, an ,ins,ep~r~b,le",r e La tionahLp , un L ~ke" the

met e r i nq {,p~~aC1s.}il)d "tl1~~~,~e~b_1X ~eaC1s:"o~.Jl1e, p,~F(3nteg

i nve n t Lon .wh Lch c9f1;tr9~,~99r~v~._ an .. }p.sepcq-:abfe

,.xe1ationstdp ,in, order to. put tpgether the Inner part,
,'"'' :, ',,''-' : ',,',--,"',', ",' ",-::-,-"",-- ~ ,', ".-' .- ," ", ", ,,' ,,", --", -",;' ",',:; ':: ." ,"''-,'' ,', '",' ',,' '",;,

the :9qt_~r: l?ar::~ ~n~.}~h~,}n,~e.;-~~~,~a~~ P~F1:!;i ~ "F:ur~l1E!r 1

a ccord inq to __.,~h~ ,:.qocum,~.n,t§:, a~.t:.c;igh~~=t to try~ 0Fig ~~al

.d ec i s Lon over whiSh":b9,t,h,,Pi3r,ti~~ !F!V~_~q ~i~Pllt~",af19

Exhibits B-26 ,and B-27 and the arguments ,which are

c9Q~igeJe9~,',_\I'~+~d" th~:,: aI?P,.e~!~~·L~s(~I?P<:l:r~t~$"OP~;'~t~,~" in

t~R"JsM~,IJ5:,::-..- ~!}~,:, f~E.5:~:-!,~;~71? ip9,;~u~~(1g ";~~~,~i,,,a t;;i5?~._,,~r\(~

'i"rp.e<3Sur~~g I, and ~h~, aecond ~t.ep cons ist~I)g_,;Qtas,s,embl ~ng.-'_,. ,,'',..' ,~.- ':,' __, ",''''", ' " ,c,",' ,,: .- " .- :' , .'-, ,'" .- .. ,", .- ',.. ',j .-',' "''-'' ", ",' ',," .- ;" .,',',

The, cycle, of . the firs,t step is made short;er ,than that of

the ~~C?,,?;~ ~~ep" ,~bps",?,~h:i~Y.i,[lg

whic::h the ,appellee c La i med -­

wor,ks w~~h:a t.im~,.:,Jop.s, s,in,C.~, t.J:;1e first;ao:d,.s~~sm4 5~~P5

~,,~an.,.be,,;,s?n ~tnq9Y?JX9_~5t:."ie,9::, O}fk: i,1'1geI?~?(~i.~P~tY.,.,,9~ ,~(;l~h

other, it ,suffices to, prep?re less type~ of balls to

asse'Jlb~~ R~~rJngs pJ;, ,~~,~" {3a~T' 5J~~ -' th~Q; iO, ~n,,~ .
GOl')y~n,~~Qn~,l ~ppa:'['.:i,,~H,!5. ·,He.n.G~·,.""~h~:,,apP~~t~~ I~ .. CiPP~,!;~tus

doe s vnot h~y·e_,.FE, c0!JIp0I"1,~n~;,~t.~,~ [Ile,~~ri.~,g",~e~rl~, a9P ,the

assemR~Y meana C?p~~.ralt,7,~ .al)d ;~,J1,().lJl(t tll~F~~o'['~,. be held

t.o,diffe.r, f r om ,tJ~e p~,~er'ted :.~.t;1,y-~nti(;m ,t~9!D,~ ~e9~ ..nica I

point of :,il'\'!.

-198-



7. The appe'l1ant argued that the- appellee's apparatus

had all the required' components of the patented,

rri:~eritiori anif"-di"d:'~'re~f':only-by"-lh~' provisi'on of the

device 302 and that 'the appellee's appar~tus fell within

f'h~':_:~~(!h'-~:'-'6i-::th~'~a£'~rit~~-iri~e'Ati6ri. A~: m~~~ion~d

__ s __

the ::c:~rrtp-6rieJ~t: of- the p~-E~rit~'~':; inve}~tl~n, i s e , "the

:JTl~:f'~rt'ng 'm~'a~~:'-;:~rid':'Ehe assembi'y:-:'rn~'~:ns cooperate;;. The

~:et~-i'ing ;~riir':-a~:~~mbl; rit~:~ris:'::6£ th~' 'ap~~ii~~ 5 appara-t~~

ha,j~:'a -:'-;iei~t:i'6-ri-~:hiIr"diff~i~rif f~6~ th~t':be~ween the
metering and assembly means '.'16'f"'-ttte p~:t~nt~d iriventi~g-­

and do bring forth pa~ti~ular func'tion effects different

from dl"O's'e ;.3'6h:t~-J:~d"6y::ttle '-p:~f;~nt~dinv~'~:hIon.

It is reasonabl~ to' say that the appell~e

apparatus does not fall within the technical scope of

-{'~e ;-p~;t'egt'eJ:'·-:I~ve:~'{i.dn. .p~In ~':~-:;~~;her-'-:t'han.\he

above-discu~~~:d"i:~nes';~e~"d not ::!b~ considered.

8. In ~I'~w ~'t"'~h~"'lbreg~:t'~9"':':the ori9f~~1 decisi~~
:' '.:,J.:,:",::'," ,,'::"" ; "':- ..',:': ",.-: ':. ,>; " ',::::'-::"\:":,,<'

~Edectin-9. 'the .appellant"s 'cla'im in the",ma'in" liti9at~on

is j~:'~{{'i'L~~;te-~:')Th'e prese~i';:~:p~e<{I<f~:_'gr'o~n(ifess and:'·"l~-"

hereby rejected.' The costs of the present appeal s all

, be borne ,(by ~he appellant as stat~d'i~ the text 0 the

present decisIon, ~n compliance with' th~ provisions of

A~ti~les 95 and 89 of the Code of Civ{L Procedure.
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J. J. H8g8Il' MBn8ger. Patent Law, Dept...Amer.iC8Il Cyanamid Co.

CONTRIBUTORY INFRINGEMENT AFTER DAWSON

My ass~_~~m~n1:_toq~y _.:ts t() rf3v~~w,,~~:t~ you __ ~b:e:_ doctrine

of corrczLbueoxy infriIlge:ment,in the _e:ny~romnent"o.f recent, u. s ,

court decisions more particularly the U.S Supreme Court decision

in Dawson Chemical Co. et al,v. ,Rahm & Haas Co. l

Before we focus on the specifi~sof D~~s~~, we will take

a hf.seorLceL look at the doctrine Of,<::Ol?-t~ibl~t:()_ry ~,nfr.~;rlgement and

trace its deve~~p~eI1i:ov~~ t~e 1~~i: lOOo~~ ,years from ~allace v.

Holmes in 18712 to the most recentp"onouncement of the U.s.

Supreme Court on Ju~e 27,,1980~

Our historical _~er~pective:_takes us through~he:_~teady

growth of the idea of providing

who, thougl). not a direct Lnfr-Lnqer may, b¥_I'h:,~.s corrt.r-Lbut.Lon ;"

make direct infringement pqssibility.

Early in the history qfthe p~tent ~y~t~m when re~ard

in the form of a l;II,lited e.~cl~si,,~ right w~s,g:iven ,t~."Cl:,~;inventor,

to the narrqw confines of his .specific;ation and/or claims to

, h f' b f't Ad'· 3· "h 'peznut; anot er an un aar ene ac , s note a.n nawson I.t e Ldea

that a patentee should be able to obtain relief against those whose

acts facilitate infringement by others has been part~,f our law­

since Wallac::e v. Holmes." 4 The doctrine of contI,"ibut01:.':¥ infringe­

ment is designed top~ot~ct geatent~e ~~om bei?~denie~ his

1 206 USPQ 385
~29F.cas. 74 (No. 17.100) (CC Conn. l871)

206 USPQ at 389
4Supra
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e'xclu.si've' .tlght by one"; who,.': without': dfre'ctiy' lnfrfnglit<.f' the

patem't~'" eng$.'ges in' 'co:l1'duC't' which'permi1:'s" other-sfa Infring'E!'ta

the detriment of the patentee.

The:high pod.nt; illthe'developme'I1'l: df thi's'd'octrin:e,::iriOst

this: zenith t :we trace 'a"'ste'ady ezos i.on in the""fi'hdingsl 6f~-dohtri~

but.ozy fnfrfngem'e'nt reaching' 'a', na.dI.t"ih: lhef 6ft',· qu'ote:dreina.rks Of

Mr .-:':Juslice Douglas- iii Me-rcdid I;-:'{,i'94'4Y~:'~hich' we'will'cOinirient' on

shortly.

Following thet"Merccd:d" ca'se:s"~:: 'wk-'se'e"thfit re'estahliEihmenf

of con'tributary ±i{fr-ingeme'nt"'with'the"s'ta'tui:'Oiy codi:i1:C'ationof the

u, S.l'atent law in 1952 and theenaC:tmehtOf8eetion 271 (e),35

• . . .. ... ,6
Un'~tedStates"Code .'

I'n' 'fo:Chs'ir{g/ dri'i ths':i{c'E±6n:'s'-':6:r '8ne:-'wh-6s~; aci:lv!tt'ie'E( were

quite 'si=pilrate and'; dis'tir{ct': :'fiom t:he"pa"'tente;e~inve'iil:dtana:':'Wh6se

activit:.i.es;'hu~f' fo:r' ithe"eXfsle'rtCe bfci/ pa.tent',,'would heenti-rely

proper, we recognize the concern developed in recent yeaxs'<orr

the Imprope-r e:kb~r{s;ibrio:f ;thEf"pa:t~yj>tr±ght whlch:hkls re~'tilted in

yet ariOthe'r-~ fieqheritlY:-bbiltl.fctin'g~d6dtriHe/' :t:i'iat"-Q':E- :l'pat~hf'

, 'm'i:5us'e~'"

But''we: are getting ::a'heatf":bi:dui"'hi~;S'tor1daf"analyS' ii;(:Jh±'ch

sees, fdllowir{<if;walla-'ce:' v , 'Ho'lmeis ,---'t:he"supreink{- 'c'ollrf'EF<:Ei-rst:

consid'erat:i6n' :df 'ContrIbutory irifringetnerit,:'i:ri: Morgari····E'rivelope' COO"~.

v. Albahyl?aperC6. 7

5 224' b.'S. 1 ·(1912)
635 U.S.C. 1 (1952) See Appendix A(I)
7152 u.s, 425 (1894)
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Th.is case, involved: :the. p\lrpJ:lit,o,f pn:e :who s,l:lpplied:r911~

of pap~.l:' fal:' a pat,E;!ntE;!d. tpiJ.~t pap~:J:.:.disPt?,9:E;;,ng:" devd.ce., Tr~"pa,P!¥r, a

perishable conunodity, was in no "'lay":~I).'y:ol.Y~<:1:tn the C.l.Cl~It1.S. oJ ,tl,1e

p.~~~pt. ,Wl:lic:h,,: ,w,E;!re:, .dirE!ct~,cl.t9.>t9f;!:paper,d~sp€msing devdce _ The

courc ,whil~, ,l;'~pogniz.i:r)9'corrt.rLbutxrry; '::~nJ:r:i-IlgeJ.!l!f,nt, conc Luded .:tl1?lt

,th~: '~llPpl;e,F;:,o f::, ,a"pe,~~shaF>le :" pp~pd~~y:,.:}lseq:i,n;·a pate,l1tt=cl' inY,E;!,nJion ,

sho~1~,:n9~ ,RE;!,h,e,ld·,et; c9ntriput:q~y: i,I).fr:i,,:ng~:r_,The 99U:rtrs.- vie.o/:,·

,was: ,1)9t,t.:r'~Sp~cl,; by, its:, .observeedon, tl;1_~:t., :tq,. 49 S9,: 'W:9l,l).d:,:p!='9y.ip.e_

the patentee with "the benefit of a patent II on an article of

ccmrnexce. not, i,I;l."any-way"relat.ecl:,;i:9':" tl1~,:pa,:t::t?!nJ:.

Whil~ ::t:l1is, ..~.a:r;;Ly:, :d,ecJl;i;l~l1 w,ould.;:not, seem. to offer, a

fertile f;leld ~9rthe,:dev,E!l()pm~,~t of,· co,Iltr;l:p\l.to,:r:y ,J.JJ.fr;l,Il9,E;!.l1lent

concepts, actions involving the idea continued .eo 0Cpu.r:,,¥:!-tl1::,t~~.

doctrine ~fli.ni,p:g,:, s,l,q~:"ac9~,pt~I1q~,':,,~:rq'l1gl1·!th:E!:-,laJ,'? J.8,~9 "e., with

i ts.most __ r Lqor.oua, but, sy.cc;~sl3ful-:'i,~t-~.st):99'?t1rr~Il;%::i.n:,:l9.p,~ i.n,the"

case",of,Leeds '&"'Catlin <::()_, v, V:j.C:~9:a:;.-.rr~,::I;kin9,;Maqhin~,.<:Cq.2;L3:

.';rl,1~:, p~~ent:~:d:Lnventdorr.dri <Le~ds ':i:nV;9:tYE!d,.t!le C,PlT\b:i.l1atiqn

of a :P!t~,I}ogrF:p:h" }~i:sc and, st:yl~s:. :'l'he:: ,cl~~c" .:in i tS,elf was', not;

patented and its only use was in the specific patented cornp.~n~tipn

of 4:isc,: .and. ,.s~tylus.__ '_, .8,ince, .a 1:: t.hat",.J::~~e.: "i::hekE!', app~r~.n t:tY:', were

no ot:hE;!!: ponun~:rc?-:allYiiY.2l::i.I@:Le,st-y'I~!3es: w;itl1.': which, the' 4:i.,Pc

coul,Cl::,9,I?erat~ ':' :tll~ ..~ ~Cl,teR:t:~e:.: ,s,();u.g.ht ' a.ni,~Ilj,':1JJ.'p,:t;:i.9:n :2lgCl:i.J:1~~, ,:!:9.~'

manufacturer of discs, on the ground that inte~act:i.on,~e~we~n·the

disc and the stylus were the essence of the invention. ~n,f~nA~ng
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T11e iHvehti8n ih\r6i\r~d ~'pflht:irig rit'ach:ine':~hich

inf:t:'itigem~nt doctrine f~ach~d'"i bi z~nith in th~' d~se;-:'8t .. Hkh±Y'v,

8A. B. Dick Co.

tc? irnP9!3e.,

'~h~s Cl~(J~siRJ1"wa,~,:__ a9,t:iyelr, tOl~oW~ft,l:>y,,::~()~el:',:,C?<::>ul:',t,~,~()r

several years, but" s()Rn,,:o.eY7~oped:'<;l' 99P:t::.;ar;y j'qCl,ici,;::q,-, ~e~A:ti9n

which f~~I1d::,J:t7~",fiF~t,:EP~P:P;~ss:i9P in Mot:i0:rt:.Pi,Gtu;re Pat.ent.a Co. v

Universal;Jr:i.;tm",C:o.9 -?\~ :if>"not~Cl,; in :DaW~OI"!-,i~?:

':1 ill.' addLt.Lon. to :th~,s,:j~<1+9~~,~ r_efic:t~,oIl,there,.
was legislative reaction" as -- weii. 'In 1914
flCi:r1:.,l¥ ,iI1rE!~pop.~~;, t.o t.he __,.?ec:,:i~i()I1:inlieIlF¥,_,
v, A; B.' Dick Co; 224 U.S. 1(1912), C£~gres"
el1?c:ted;§~q., 3" o~,.- t.he C;L~ytop., f.9t, -.~ ,.,.,

the' manufEibtilref';(patEhiteef;;iInd~:t:'h: lid~hfi~ ar:tatigEhnent~ ;required

purdliasers"'bf the rttachirie":to obtkifi',li:~t.a~iti!i~ i t~tA~;~tich k~";pk~~f

and ink used in the ope:r~tion'bi ·t:.h~:"zrtachirte; exclli~iv;§iy r:t6m: the

patentee'~' Th~ c(;urt',~,':~~C~f>;otl) dn l.lpp"ld:ipg ·th~;',pbi:t:~ht~e I s

right to ~~i;9~ s,uc:~'-:~urd~~~e~:;,.w~§;.,~a~~don ,~h~,::',cd1?c~Pt· that the

market for the ~~ppiies of I?aper:':~hCi":-,iiik' wa~,'ci-t;!~t.eCl;;l:)Y the
,,' "'''''',' ", ,"" ,,', ,'", ,', ,,"-- '" )',,", ,,',' , ",'

Lnvent.Lon , and that', the ~~q~~s~;'t9',~~e ,t~~ >p'~~~p£ed iht~t(tion

could b~; find.ted:'by" sbcli'·"cbnd'{f.ioriS'" ~§ th~ -- owIiet'thef.kbf~,'~ished

the: dl.~(:r:manufi!L6turer;;gli':iTty of' ~britributbry':iAfririg~inknt; the

court"'diS't.itlgu:i.shed tlie're~uit:"tn Mbrg2tti :'Ehve'iope"''ori:"the ba.~i~

of',:ihe" ilessenti~i:;d'±ff~reribesii exf~ tih~': b~t\il~eh: th~'-t:go' pciteht~d'
devices'.; .

8supra
9243 U.S. 502 (1917)

10 206 USPQ at 394 (footnote 10)
llAct of Oct. IS, 1914, c.323, 38 Stat. 730,

as amended - Appendix A(II)



In r-1otipn", p~ctl.lr~", :the,: p,.at:en't7 cove!~dcfL" pici;.u:r~:,.,p'roj~pticm

apparat.us The 0w'ner ,,(p~tez:te~>.,"by,' at:t:achil1g tp; :~he machine, a

no!-~c:~, .a,1:t~111Pt~q, to", conddt.Lon .~hE:!" us~"p,f bhe-machLne .1:o,,1:.he.. pose"

of its (patentee's) film. We should note that the film had at

one t~~ep~~~pateQ1:ed, ~~t:~h,~t the.pa~~~t pn th~ ,film had expired,

a situation not unljJc~ pawf;on,Cis W~ sll<:ill,?ho:r:tly.:p~e. R~Y~~()I?~ng

the r~,le, i3.I)ci/p:r: perhapsreiJ,1,forciI)g 1:ile E;:~~' that the spcW~ 9,~

the pat.enc sQQuld,pe, limited to t.he inve:qtion c Iedmed, tl1e._c01J.rt;.

fqund t~at ~h~ r~~t:r;~ct~on'~I1lPo~~P:':RIl,the.,,1J.s~ p~ t:h~ llBP?:"t~mt-~d,(.

film was :imI?:roper,., At"~ll,, the "Col:l,rt .stet.ess '

':~ll~h:.a: r~:S1:r~qt~oI1, ,iE;inv.a:L,iq...;bePi:iuse:,.sYPI1 .a,<'fi l m"
is obviously not any part of 'the invention of' the"
I?atery t.' Ln '," s H~ t: ;:,peG:ap~~ ~ t..:, is:,}irL,p.,t:t~11lPt,. ;:,Wi:t;:1l0Bt
statutory warrant, to continue the" patent 'monopoly
~11 this:,:p?l:r:..t:~cll~,ar, pJ:laF.F9te:r.>: Q,~ f~lZ:I:t:, ~ft:eI;.: i:t;:,:,ha9

'expired, and because to enforce it would 'be t6
.(J:r:~,(r~e i3;""rpP~QPolr,;;i.n:,:t:pe,.-,~arp~t?8'f:ur~__ 'Cln9t'-1~ei::-Pf . ;;:
moving picture films, wholly"outside 'of' Ehe patent
Ln. suit ~np",q,~,.,th.~,P?:J:en:t,.,law,~~,5:",W~r,hgv~,,;iB:t:erpretE:!q
it~ II ,,, , , '" >0 •• ", ,

The Court concluded with the observation that its::'firiding

the l'att'er'case'imuiSf. be rEkgard~d''''~'~ overruled.' n
1 2

i:>lii<ing tl1e:' f81'iowing:'20:§eais~;pa't~hte~s"prdbed t:h~(

periphery of Motion Pictur~';'-'~ith::the'fir~t i~al t~~:t 'coming in-19'31

in Carbice corp," v ; Amer'ican Patents co. 283' tr.s; 27 (1931).

The iny~k1::1.6n 1n\tSit~2f:'ka'~ ,-'~ ~~fii:g~i~,#'~pri: pac~~#~ utili zing

"dry ice" (solid ca.:I:'bon" d16'xide) "'~§')thg':r~fr:i.gei-iilrit~' Dr~i" ice was a

12 243 U.S. at 518
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then well"';krlown;,'-,i'nd'c ~idel'Y used,' s't:aple '1t~iri'> 'C'l' 'cbmnlerd~.. 'The

patentee,/:,thrO"ugh "1di' s61€!' licensee'authOl:"lzed:'use' '-Of' th'e patented

refrigeration -pack~{ge ;:Only' t6'lh6se:,who,'p\.1rchds~d'ildrY 'id~:,i f~bm

its libensee. The'.1Slipre!1ne c6tir't"'!f6tlbwi'hg:'tl1~;?reasbriing;oi 'Mbti6h

holder and :its" lic~ns'ee'wer€{-;att'emptIhg'to"!excdiIde\oth~rs f'rbfuthe

refrigerarit-'busines's'- .end th:at: 'such c;{ctivities "Constit.'riled pateHt

misuse'. Tne"Cdurt':s'tated:

'lleonttb'l:; over'"'the/"s'tIpply '6f:~ub-H):U'np'aEen't'~:d" 'lriat~'ria:t'"

is beyond .-~he S~,?pt:!,of,t:ll~l?~ct.~.~,ter·,§>InqnoJ?()f~f:;a~p.
this'l'imitatic,:h/-i'nh'eremt: in'ther p'atent~"grant,--is ­
not dependent upon the peculiar function or char~q~eF
of the unpatented material or on the way in which it'
,is.. p~E;!d. :.~~,~:~~f, is,Cl~n~ed,p~c.au~et:!l~:,,'<lice!1,,~ee) ".,is
attempt'ing-, c, without'- 'sanctioIl"o-fI-aw,-'tcr'employ th'e'
pat:E,!nt,,to s.~C:.\lJ:',~" a,. ~,~,m,it:.~d ..~()n():P?ly. or unpa:t~I1t?d:
milteri~d used' in -applying'-:the:"lnv~nlion .'"' 'Id~'/ at'
33-34.

The last:, c.~.s,e,. g.t: c~~,t:r,9.~1~,p:~", ,tI1,t~:r:-~~,t J.s, ,ttta,t,,, pi

Leitch Mfg. Co. v , B~arber Co. 302 U.S. 458 (1938),~wherein

patent ,misu~e .~<:l.::;... ,~ound in ..tl1.e., a~:t:.~mp,t po lilll :L.,t: .the :lJs~ of

process pat~nt" cove:ri.n(~T.tq,e,-.cur-Lnq o,~ pe.m~nt,,"1:.9 t.hoae p~Fc.hF:_?,;.:r1,g.

an unpatented bit.umi.nous e,I?,\lls~;C?.n", the la1;;1:,~.!",.,b~in,ga,. st_apl;~.,,~F"~-.iC.~.~

of comme.rce , ,y~.ed in th~ :p:t'ppes::;,~_

Two reJated cases followed ~hof:t.1y:.th.~,~~.;:lf"te::t:';,~,<?!t:;on Salt

Co. v ; G.B. Suppinger Co •• 314 U.S. 488 (1942) which involved a ~

patented salt tablet dispenser and an attempt on the part of the

patentee to control the market of the salt tablets used in tQe

dispenser. Herein the cour~ for the first time likened the patent

misuse concept to the "unclean hands II doctrine of the equity courts.

The companion c.ase was B. B. Chemical Co. v. Ellis, 314 U.S. 495

(1942). In the latter, the existence of patent misuse, prevented a

finding of infringement even though infringement had been actively

induced.
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The B..B. Chemd.caL, ceee .i~,. of, ,i,Iltere~tin,tl1at,,for,the

f~rst, time in the cl~veJ.-opm~~t:,?f,t1:l:~9:9.?itriI1l::!::o.~,; coIl:!=:;iPtlto:r'Y

infx:i.Ilgeme:l:'lt:l ~_nOnl:!tClPl"e,~ tem:'9f; :pomrnerce,_~?s~~yoJy~d,,: __Il.a,~¥!,~Y:,I-'

ql'l,adhesive. coabed .fabr'Lc p,a:r.ticu.larl¥",deS:,;_911_~q",,:.~o:r-use .inth~

pa~t=nt:ed,p:roce;ss,f()r:,,'J:'e;inf9rcing:1=?_~".inn~r;s91es .of s110~s:. In

B.".)3,•.:q,h,emi,G~~""the: p'at:~p.t:ee?:rgt1~,c1, tlJ;lsllPCE;!s~,~JJIIY:'I:tl1~t ".tilE;!

Carbice,and~e.itch deoLs Lons did, not,§ip::p~y becaus.e·.,tl1,e: .adhesLve

fabric used in the patented method was not ic:l.,;S-;:l:CiP1e:,,?J:'tiqle o;E,;,

commerce, and tpere,by>nqt::.,subje:c:t: ·tt;> j:l1e,J::t0lding .of , CerrbLceoand
, -- '" - ,,-- ",','--.- .' ..

Leit.ch , The, b'o'uft.:' ai'<l: :h~t-' :~9:c~pi :thi!3:::?r~~~Ilt:' ~rid;';;l1:~i-~f ~gains t

the pateritee~

Whil-,e :1:h~:'p#'t,~e}h, ":6,£';: 'h~~'~_~":' __'~~': _~Clve", 'J:'~:Y~,e:w~,~:, ~'~~;~~ng1y

limited the .'dbCtr:i.ne ~'f?_c:o~~iIl>~~o:r~:":i-r~~,~.rig:~iri~,~t~.,t:h~~:,~Cl,~;, not

quite the situation. It appears that doctrine of contributory

infringement::'\;'a:~::"'bki:hg'bv~b~'h~d6W~'kByi:t6~~' c6:~c~pt::'6f'pat:~:rit

"misuse. n The:-'i~tte'~:: 'dbciii"ce" '~as b'~'ing-'appiie:d'to va'-riou'~ 'ki'nds of

pat.ent.ee ~6hd6'bt'~.ri~'gi~w'oijt:bl" \-:h~"·s'ti-6~g ~i;;~:ri'dency '~;'f' '~~ti~:

mofi6polyaftitri~:l~::wi-lich: 'd~~~~iop:~d":'~i~l?id: ,,~~~~,:: -::th': 'o'the:i-''': I~'~tures

'6£ c6fufnerC:i'03.i: c'6n'dtib'f' driilng til~ 19:io:"'~ ;~~d:4(;:~;~"

The growing dichotomy betweeh~>~if~bti've co~t~i;but~f~ i~fringe­

ment'b.di::Lon's ahd"'~ktkrit:mishk~ '~ro'rnp'f~d the court"·in .Dawson to

observ~:1-3
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IIalthough,'noIl~iOf-.. :these:,de<:is ibn's,';,purp:orted,' .tioicut;
back on the: ;d,octrine:.of::.,con,trib.utory: ,:infr.ingement
itself, ::th,eY",wer!2!'"ge.n.erally~,perceived.as. 'having
th,at... e,f:f,~q~:,,;,.',aIlCl! ,:h()w::<:~.ar •. t.he.vdeve l op.Lnq- doc.t.z'd.ne
.o,f, .pat.ent; misuse-.might, extend .was. 'a;"topic' of: some
s;peculation:p.mong:,m,embers, :'of t.hevpatent bar. The
Cour,t:'sc .decf.sdona .had not:'ye,t, addressed: t.heis tat.us
~:~,,:pe'~:~:,~,l:>:~~.?l"¥:,.~~'fZ:,iIl:g~~~.~,:t:'__ :,?::r-:,..:p~~~rl1::',:,~~s,~~,~,::,.~~1:,~'res'pec't-'to honstapTe: ~gooas:i,~and,i,'s'6nie::"criurts;'and"com;;:;'"
mentators apparently took the view that control of
nonatiapiletd.t.ernsv-capebLe .orrhycof'. .infrd.nqi.nq ,"'us-e' m.lqht;
nO,t'-ha'r::patent: prot'e'ctibn 'against,'cont,ributory
Lnfr tnqement; , ;-This: ••y'ie'W ,:soohreceived iaseridus,:.if
not)",f-atal:, J:>low'from::the,:Cour-t 1:5 : "c'bntrovers,iaLdecisions
in Mercoid Corp. v, Mid-Continent .rnvesemerrc C6.~320
u.s. 661,60 USPQ 21 (1944) (Mercoid I), and Mercoid
Corp. ,',v.-'Mi'nnea.polis::HoneYWelil:Regrilator CO,:'320U. S.
680, 60 USPQ 30 (1944) (Mercoid II).

The Mercoid cases involved a patent that claimed a furnace

stoker system, a combination of unpatented elements which had no

use outside the patented combination. Mid-Continent, the patentee,

granted an exclusive license to Honeywell to make, use or sell the

patented system. ~either Mid-Continent nor Honeywell installed

or produced the entire patented system. Honeywell sold the stoker

switch, which when installed with a thermometer and motor driven

stoker, formed the patented combination. The right to install

this combinationw~s granted only"to those purch~sing the switch

from Honeywell, with the latter paying royalties to Mid-Continent

on the sales of the unpatented switch. Reducing several years of

intense legal arguments. to a minimum, Mr. Justice Douglas, speaking

for the majority, noted as follows:
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UThe:protection,which' :the:Court: .Ln' ,tha.t: ,ca.se
(Leeds, & 'Catlin) extrended.cto: the'phOnograph
recordi': ,whioh:'was',"an 'unpa'tentedpart'-of,'the
pacerrt.ed 'phondgraph,::':'is;:ih ···s'ubs t:a:nc~ :'~nc,ohslstent

with:tlie: view .whdch. we'·have,' expxes sed' .Ln this' -c'aae,
The:',rule -of 'the' ,Leeds: &;Catlin':.case'(No. ',2): 'eccord­
ingly'must rio longer prey-ail' again'stthe'defeins'e­
that' a' 'combination', pauenti.d'a.rbe.Inq used:' ,th 'protect:: an
unpatented paz-t ifrom-oompetri. tiori.;·.·.~,~'~'"

,The: result,'of·:this': decis'ion,:c.ltogether::with: :those
which -havetpr-eceded: ;i:t r';',: ,is.' ,:t'o',:limi,t', s ubsrt.arrt.La'l Ly.
:the:':do'ctrine ,:'of:contributory :infr:irigement:~ "(What:

': c-ee i.duum may,he:leftwe,'need'not'g.top b,:, .consLde r , ••• "
6~ OSPQ at 25~26.

Justice DouqLas". .conoLudd.nq remark: ,was rfeLt -,by" .many legal

writers, (and jurists) to be the final nail in the coffin of con-

tributory infringement.

It was at this period of time prior to the rewriting and

codification of the patent law as it existed in the

that the patent bar, concerned with what app~ared to be the demise

of contributory infringement, structured

14Section 271 of 35 U.S.C. paragrap~ (c) thereof is the first

statutory definition of "contributory infringement. II

While 271(0) provides a clear definition, it is interestingly

enough, subparagraph ('a.') of Sec. ~::jl that the Supreme Court had to

carefully consider in deciding Dawson. Sec. (d) defined for the

first time, certain acts of the patentee which were excused from

the application of the patent misuse doctrine.

Now some 28 years after the enactment of 271 (c) and (d),

the U. S. Supreme Court in 1980 faced the appeal of Dawson Chemical

Co. from the Fifth Circuit Court of Appeal decision in Rohm & Haas Co.

v. Dawson Chemical Co., No. 76-4511 decided July 30, 1979. The

latter decision was an appeal from the District Court, S.D. Texas,

Houston Division! decided August 10! 1976! which found that

14supra
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151 91 USPQ at 707-708
16Claim:l is: exempl az-y of: the' claims in ,the,~092>pat:ent.;

Appendix A(III)

we:~'h8tiid-Ciob'k":;'at th~ f~cif'~- 'l:if'iEifiy': jThe:p:Jten't::cl'airri~a,)the; use'

of ~:::~pJci'fId dh~\iiibdi:c6W;pbuhd, :'3 ~'4:2d'£chi6rop'i-opi6na:nilfde:, kri6wn

in 26rilirtJft:e "'b.'~ "pfopa:riii '~' ii The '::'d8mpdund"pef se-"was,'-J:f±:ts't",,'patented

lithe ci"~:~\ii~)::iri-'the:M-~idbld :-'d~d-isiHn::r; 'diCtates
a, ,finc1~~9_9r, }?~1:~11"i; ,IIlJstlse,;Ap,th~s _~C:t~on:Ci~
a matter of law, b.3.sed 'upon' stij;1111'a'tedfacts-l
:Ad.di.i:iqnp.;l\ly;"" -t:~~-;,_Cfn·1F~_ ,h~l3: .: Gonc~BCle,d ,th,at,
plaintiff's 'attempt to monopdlize'the-sale
pf: p:rpl?~ni,l-~f\i~~,i;s;,f~:~_e,,- b,Y,F~f.Hl3 i n9, 't7~,~Lcense

'under any circumstances' constitutes'an -extension
, C',_ {_,.and. ,exp+_o,i.J~-tion"pf ,i:t:s,..pa.tept.,exqe.eding ,the

~~~""" ~""'~paten't'expr"1tatrorr'c,,naemned"J5Ttne'supreme'"," H"·

Court in the Mercoid decisions. Neither the
legislative historYt nor the subsequent
j~di.cial,,(;()Ilstruct,ion_of .sec ." ,27,1,supports _
the' 'plain'tiff':' srcorit.errt.Lon "that" ;the";'test'" f6r
pat:~l}-t,,mis,use ".,:i"s"iI1 anY,)llan!1~,r"Clep~~"Clentl1POn
the 'staple or nons"taple'natureof"the' infririgrng'

_,.CiJ;',~icle., "I>,a teI1..~. ,~~,~,:u~,~, .Ls "an: "equi ~al:>~:(;,"ClefEmse
which, if'-establbi>hed j" bars' 'a patent 'owner's8'eking
,e,qu::i,~~l,e,,:;-'E!l i'7,f;~qr: ,.d;:r.:~ptA~~.t~i,nge!UeI1t "tmdE!;,
Sect'. 271 (a) ,activ'e'indu'dement'of 'infiingemeri.'t
~n:d,e~,,S,~c:,~71(l? ),:' ",01:", ,coTi,t::r,::ibu1:Pl:"Y .."inf,;inge,rneI?:t

'under sec ; 27'1 (6). se'ct.ton'<2il(d)'pa'tent-mis'use'
i~ ,e;:K:pr.E!s,E;"l:V,' :aI1:ci,11~I:"yto.th~-,s,e "thr~7 :c9dif,~ed
torts' of"patent'infringement;;'15", '"'''''''''' ...: ..

B~:f6f~; ~il,cilyzirt:g the"'>S{ipr:etti~ dcS'tlr't i"s"C-':onchus'ldii in Dewscn ,

to Monsanto, U.S. 3,382,280 issued in 1968~ Mons,e111t6:'soughf:',:'t.6

pxeven t ,.' Rbh'~ &"~aJ§: Co :~< ffrom manu!acfJring':'a'-no ,,":sel1fng :<propani1

iii "~n"::~dti6n f fdr::' iiifririge~eIit::\.liiicB ~a:s<dec:ided adversely\,t6"

Mori§~rit6':bY tli.e::Ea~tern::'i::ristri(jt!':'Cotirt of::'PA in 1970) adecisidn

which was affirmed on appeal irl'1972 at 456' F. 2D 592.

The pkttlkAt .ihvoivEka:::i.rt:::Da~sbn:';w'a~r::-u.sJ 3,,816T092 (w:ils<Jri)"

c.6bti:ii;ri~'d by' RbhhI':;' H~ia's:: Jun~ '11;::1974'~ cco~~~ini:f' the'::iise::o':E

>pt6p'&rl'i.l as a'herb'icide~1,6

I
I

I
I

ii'
'"

><'''
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While the. pat_eIlt claim .doea not ~pe:c::ifi.ca,~,ly .sl?, state,

~/ propanil is partic'41~rly:eff~bti'.J~ ,as .a~po~:i:_em~rg~hc~''-.Jlerb.icide,

selectively killing 'Weeds 'riq~ally ,?~:rsqc:_i'~te(i,,~:(tH'.ribEf'}:rops.

We ahoul.d.motie. here in,.pp.ssJ~~_, fo{,:PHrl?b,'?~~', o'~":X-at~r,~qinment,

that propanil':i.s;oIie ofsev'era1 l1,~i:l:iic:{(j~;~..':CQ~~i:-:~i~\lY"avai1able

for this purpose.

Rohm& .Haas mariufa.ctures'an¢! ~~ii~' :,;ptop,arli'l.to, distributors

who in tt;~n ,,'supply 'f'~Frner~,,,,lt:p,'<3.PI?~~ p,~op:cin:i..(':{q:;.th~i~.c rops • The

latter ,~,in::'.the~b,s.en'ce o.f.,obta~i{~n~J:;,1?!:~'p;:~~.~i ;,'.fro~ "a:' :-l'~:c~nsed

source (R&II),', wori1dpedi~_~'c;1:::AW~~,ing~r's Cof'the di~ims'hf the

patent in:sriit. ,The','Daws.oii ,de::f-.emda,nts "conceded 't:l1is:-,p'oint.

The defendants in :'fhe ',,~;rii.t,i,:~I',irifri'n,9:~~e'ri.t:,"':~¢:~i.:()n sold

,pl:~pani1 ~;Il containers with ;.~,e,l.~-:-,de,!~Icr~,1?,i~g,t:hE!m,,~t,hoc1 of use.

We"are! to).,,? in .the, .,pistl:ict Court, :de,c~,si.(;m th,Sit ".tllE:!" defendarrts

knew when "t:h~y, aol.d -the pr()PCinil f,q~~;L:~,~io~s, 1:,~.at. ~uC;~,.~9Fm\l,1~7'_

tions.-would .. be used qy.:Ptl:r:Sl'lC\~,~~s ~I1 carryi~9....out, tl'le"rne~l:19,d$

de.scr~:g~~."o~:~ tl1e,lCibe l !i'.,11:
17

;

'J:'h~,?uprE!mE!: 9ou:r:t,in rev,i~wing the, District Court'

summary. j udqment; in, .favor- o f IJa,'1~8n.;."-~9:,.,~~s--: reversa1,.l>.Y., :t:1}e u , 9-,

Court, of App~a~s (5 G~) "~8 .. ;nq:ted,;tl,1at:p:rop,an~1,,,:i,.s ..... a "none t.ap.Ie

article" for which there is no- other ;' Romrnerqialuse :~e*cE!:l?;t W~ tp+n

,thE!: f'ramE:!wqr:k. of, the l}o):l.lTL,& .IiCi~R·,,:p~teI11:ediIlven:t.,iop.,. ':['J;1e Supreme

Court obser-ved.rt.hat; '.'~eDi§trict.COt'l,r.t. cPI1C:::I.udeq.,:,tl1at:RPBw: E;c: Haas I

conduct would be deemed patent misuse \.lJld~;r:.the.. jtld.~cia1 dec.LaLons

that preceded section 271(d).11 The court noted that the Fifth

Circuit of'Appea1sconducted·a' "thorough review o'fot.he jUdicial'

developments preceding enactment of Sec. 271 and that a de~~lled

U.S.P.Q. at
1 8599 F.2D. 685 (1979), 203 USPQ 1
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examination,of'leqislative'history

"thorough review of' the~:jtldicial:'d'evelot):rttent's
preceding enactment of Sec. 271,. and a detailed
exarrdneeden'. 'o'f '. the:: Te'gislative hds tior-y- bftha't
pr:I::>vi~ion,. ,,~he c,o.urt. con?ludedthat-the legislation
restored -to, the" -patent:ee: protectionagain'st ,'Con-

infringement that decisions of this

!esult, .Con~ress fo~n~ i-tn~9~s~~ry to cutback
on: ·the doctrine of patent' mi.suse;' The·-Court" of
Appeals de~e!mined that, by specifyi~gin Se?~ ?71(d)
conduct that is not;' to be,' deerned-misuee ; "concress
did clearly prov~~~ f?r~.patentee's ri~~tt?exclude
others; 'and ,res'erve: to itself, if 'd't; chooseajtthe
right to sellno~~fa~l~.. s. used substantiallY"onl.y in
its invention.nl~:,.",: , '"

Wi·thin·'the, foregoing parameters 'and nOting' cer'tain

concessibhsthe"parties made with res~'ect::t6 defe'ndant.s sale of

propandLc and its"us'ein an'infrin'ging":rnariner," the Supreme Court

observed that its foc~s of inquiry must be the scope of the

doctrine of patent misuse in light of the restrictions placed on

that dpctrin~ by 271(d).

It had been the argumen~ of Dawson that misuse existed

because Rohm & Haas had tied the sale of pate?t ~ights to the

unpatentedpropanil and because Rohm & Haas had refused to grant

licenses to those making the che~ical compound. Dawson further

argued that 271(d) was not intended to permi~ any tying arrange­

ment, and that. Rohm & Haas' conduct barred it from relief within

the meaning of 271(d).

Rohm & Haas took the position that 271(d) expressly

excepted its conduct from a patent misuse connotation :~>rihd',.'

further, that the result of its (R&H) activity, namely, an

extension of the patent right to control an unpatented commodity,
~
1~06 USPQ at 391.
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had by reason of 271 (d) "express; st.atutory) aancti'on l"

The,':' Supr~me'/Court:in',:its ;,,5;to" 4 ..deed-s ion ,rev-i,ewed the
;',:,,',,::':':,:' "':','-'.'-:,;;--:,',:-,:,

cases we have d.:i..scuss~d, pl,i3.,qi,ng; b~,~vy,'fo:c'Us;,P,Il.::,tIJ~,',~,I1~ctment of

Sec. 271 and how ;t.l1e,latter',·af(ected t1)e::;doc:tri:ne!:'i:"p::f::,:,90ntributory

WhiJe:-9.J1e·rn;ight 9bs~rve_1:I1.a::t ':t,1).e_:, ,C;.ol,lr,:t:~s':;§.,IJ,alysis of the

legi,siati~~':':';'hi:s~o~~~'~as:' less ~,Il.:J.t~h~e'~,t~g',:;'t;~,~,J).~:t~~".:h_b:~,l:t mdght

lik~cf to) have h'.:i,~,~· the Court -f9ud(i'su't.'f,'i"~ient s,UPPPT"t:in its review

of the legislative hearings to ;~b~;~;~~:~:'>thp.t·:--

IIwe " regarq each .see of heardnqs.i.a s- -relevant co.
a full understanding of the' final legislative
product; ••'•• Together".: they" str:o;ngLy. ,r,einfQrce.:,: i::J:l.c::!:'
conclusion that Sec. 271(d) was designed to immunize
frgm, the; cha;r:ge," .ofcpaberrt- mds us e ;,behaviOr':: s,i:II!-,ila,I'::;::
to that in which the respondent has engaged."19

Follb~i~g;"ft:s analysis oi';the:\e~i~lati'~eh'rstoryand

noting ;:ih'~t-~~1:hi:~g"i~:;''t'he::1egls:lati.~e"chis tory s ~~'po:~:t~:d -- '~he

Dawson argument that Rohm & Haas' behevf.ox carr:i~d:;"i'~'~~1.i.ttsi'd~:the

scOP~'->~f '2':~-h::(ij I ;~h.~ Court touched on several, more recent cases,

(1972)if96i} ,'Deepsouth Packing Co. v. L~rh~~~;

and the Aro Mfg. Co. cases. Th~'-' c6tirt'~ ~'~alysi~: o{'the;s'e";'~'ft

c'ited cases -p~b~ide'd 'little support {()~' the" D'awson p~s:L~i~~·.

Perhaps 'the best expression oft-he ~~j:~i-f:t~:;'can be found

19 206 USPQ at "400
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21

"n'slhd_~ o:ur" p'f'~:~~ri't ::,;.t~s~'" ~s,::"b'i{~ ;:6~':;:'sXa,t.u~;?r~/.;:'q'6ns truction,
quest;~9n,~:",o;f'i:)~bi*c J?o~iSy:-~c:~x:not-,'J::>;e".c1,~:termi?ative of
th,~_;, ,bU~c:O~7<'u.~,ies~_-'_:~~e~~f~,C:.:'.J.J-o_~~c~i',-_c~c>ic::_e~.,'~~Trly can
a;ttrib\u:tec:1-!::f~"~oI1g!~!3~"it~el~,., ,":T~ 'th__~::S--'~,ns_t:ance, as

'we,:~~~y;_e-,:a1I.'"~;~dY:·"'~1:a~ed-, "~9ngr~S'S' :-c~osea ,compromise
be:tw:j~,ii"~mm,;p,et~,~~:'·;PO:l~C~,:,'~·nte:~,e~,~_s'.:,." ,T~~:'P()r:~CY of

;-i.'~:;f·ng8·£_~-_-:f,~~"d,§·~~,¥~r~~'~~i:e'~~-f~~~:~~i~&ri'~:e~'~ii~:';(i~:~';-':¥~-~-~-ilt~,~
;J::>r'inc,~pl-I=Fthat:it,he) boundary of a'-'p'~ten~:~:-mohbP?ly
is-tO' :be':limitefl~:::py:'the,Ld.t.er-aLvscope "Clf .tihetpat.ent;
claims. But the' po:licy,i.bf;jstirnula,t;-ing<inven'tion that
u~derli~s ~he.e~tire pat~ntsystern runs no less deep.
And the ;doctrine::-o£:'contributory:ini":ringe!£l.ent:, which
has been called lI a n expression both of law and morals, ••.•
can be of crucial importance in ensujsfnqrt.hat; the"
endeavors and investments of the inventor do not go
.umiewexctedv" "

concLuded .with! .the:) f il"lding ,·:iriat: "Rohm & Haas I

has not enqaqed. in ,-patent, misuse:,:: ed.eher-, by:·:its-::::ma};:~-ng.~0i,:s,e,lding

propanil, or by

commodity.n20

Th{~:"c~~~\~'i{~n.',~·5::'i-i&e6-i~'iori";--ma~[:haV:~\':'c6riieas a surprise

to man-y,and for those students so inclined, it is perhaps f~i£~b

speculate on ~h~k":~jjf b~' ~h~"::futHt'e ;tlf:Hb'i1't':tiblit'brY;:-'infritig~rnent

under 271(d).

If:'iY0l1':dre of 'the' '~h::hbol\':tHat b'e'lfi:{ves" that-·today':':,s' df's~'

sent is t'6~brr6&'-"'~"?law,"we ;shb~n:i:d ':b£i~;f-iY';"T6O:k,c;'at 'the a::Lssertting

opinion 0 f::'J:u~t'ide:::whit~ :whos'e::'a'ri'a lysie "'e:Fackie'&'>t'he' -his'lorlcal"-

pattern of paibJi't ::rn:lSaS~ iind'\~6;u'fd:'li'a:ve -'tak'e'ri'-':the'C6lir't",,i-to an:

opposite conclusion. Mr. Whi~e strongly states:

"The plain language of Sec. 271 (d) indi'Cates':'tlia:f.
respondent's conduct is not immunized from appli~!
cation of the patent misuse doctrine. The statute
merely states that respondent may (l) derive revenue
from sales of unpatented propanil, (2) license others
to sell propanil, and (3) sue unauthorized sellers

20 206 USPQ at 407
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of propanil. While none of these acts can be
deemed. :p;a't::~'Jlt .md.suae .Lf ,.. 'reepondent; .i.s "q:t:h,er,!""
wise:,~l1ti tIed' ,~<?' "rel~,e~~"~'" t~~ :-~;t:a,t.~t'~:,:(16es
pot ,E;t~t13':,that::'tE!sI'911~~p,"t;.::,m~y':;¥"x:91~c1~',.~:Ll't. _,
c.ompE!tit;Q;rs ,from ,,1::~~::prC>p~n:i.~,:I11ar,kei;l:>y:::re~­
fu.sing t Q ,+,icens,e.,:,q!J:, ~ho::;~:'Whp',do: ,npt",pl:lrchase
propanil: frornit. 'rhi§: ~,lS:' tl1~:'ve;ry:,co!1¢hic.;t.\,that
constitut.es pat.ent; lTlis,\ls~,:1J.I1d,~J;:J:l1e"J:J:'(ic1itional
doctrine: thus <thE;;Lfagttl1.at;-.r'E;~EiP()nde:I1,t.may. have
engaged in -one or more,.of:,.: tihe, acts enumerated in
sece, 271-(d) -doesmot; preclude-:, .its,con,dtlG:t:e,rom
being<deemed 'patent'misus.e,~n21

But perhaps Justice Stevens dd.aaenLnq ",view,s presents the

issue more succinctly:

"This patentee has offered no licenses-,:'"either
to competing sellers of propanil or to consumers,
except; r'tihe 'implied': license: :tha't::is:, qr-ant.ed, 'with
every p':lrcl~ase of propandL fr()m it. , Thus, every
license.granted' under -thLs. patent' :has: "been:con~
ditiC?~ed,.9~ t~e J?l:1:rchas~ .of .a,n unpa,teIlted product
from ,,'the'- patentee ~:'----This' 'is"a/ cl'as's,i-'c':case':of':
patent misuse •••• " 22

commentator:

el1yirqnme:+':t -, anp"..-hi::;to;ic,c,IJ p:e:~sp'e<::,t:iye ~': .:WE! ,ill, ._t:heJ~nited States

are conce:rJ1e:q,W;t:1'1 ,tlleI:nome:n.t:um/ ,o,f, pur-,;~ny~t;\t~:y:e 1?l:'0gJ;e~s.,.,:t:l:'1~.

lack of our . ~f;chnipal,_c:1ev~+opr,n~P1::: and; 9_¥r,;;S?!I1E,et:it:iye,.• gofjl,tu,re

vis-a-vis the dev~l.()p~d,c,~orlc:1,?ndi ts ':~Il11.a.nc:~?: t~Pl1Il~:l1o~;,cal

capability.

21 206 USPQ at 412
22206 USPQat 415
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Is the Supreme Court in its recent decisions, such

as Chakarabaty and Dawson, lending a helping:':lfa.nd"to,t.he Trinovafive

process?

i:>o:\'1eu',s,~~:;~"r~£:c~at ':: lfo~{ ihe"",~t:ii:d~~t~n£~ib,~~en t ,.,,: 6 f

which may e~h'ance the ~biiity of t'}~e,:u:.s:.;,(t;.orecouP'::'itsenu.nence

in technology, -deve l.opmenti by-,.joint,:research:, ventures, ,pooling ""of

Ts'Dawson",the:: .reeuLt.tofuexpr-ess ed. .Conqr-eaedonaL interes t

in legislation directed to improving the patent system?·

Does::',Daws6ri>turn::a';,page 'ofhistory",a'rtd signal a, resurgence

of 'the recognitfon'or the importance 'O'f'"patent::rights as' an

iritegr',il PEl'r't' :'6~ tedhric>:~"ogica'T ·p~biire,ss""'rio.twit;hstan.din.g; the"

dan.glin:g sword '::0£' antitrust,;, no 'rib's:'?'; oz-vdoea'<one ::vie-w."·:Oawson 'in

the light of historical precedent and coricl'u.d~,,"'tHat;'today:ts

dissent is tomorrow's
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I - 35 United' S.ta t esr-ceae e

Sec. 271 - Infringement of Patent

(a) Except, as otherwise. proy:i'?-ed _-_;1:11" 1T~~s ,ti"t,le '.' whoever-
wi thout: authOri t:Y1l'lake's"~ use's' or -selis :'<any -pat.ent.ed "invention,
within the United States d~~inc:J t~e term o~.!:I:~_-,~atent,:t_l1,~r~f?,r;,.
infririges "t.he<paterit:.

(b) _,Whoever _~5t.~ve,1;t' induce~ _infringement of a pat~nt
sh'all---'De::liable::as--an'-infringer,l ' ,

(c) Whoever sells a component of a patented machine,
manufacture:" oombd.rratid.on: or-: tcompoaltion:;- or:::'a"-':~mate'r;ial',or'"
apparatus for use in practicing a patented process, constituting
a material part of the invention, knowing t.her.same -to.cbe veapecdaHy
made or especially adapted for use in an infringment of such patent,

.and.no t . ais.t.apke :~a-rticle?-orv .commodi.t.y.. 0-£:'. commer oe. suLt.abLe for
substantial noninfringing use, shall be liable as a contributory
infringer:','.::,-::,,:-:::: '::<.",::.':',,: ','},':

(d) N~ patent owner otherwise'~ntitled to ~elief for infii~gement
or.. contributory Lnf'r-Lnqernent; "of ,a:-,p9-tent',::sball;"peC,dE!;,nied relief or
deemed guilty of misuse o~ illegal extension of the patent right by
reason',:of':;his :.rl1aying,.done- one :p:r,:, Jll0,:L,l9:,:;.Q:fthiE! fql];Q:w.i;'IJg:<",:(.,lJ ,q~,;riX~d

revenue from-acts which if performed by another without his consent
WOUld::: conat.Lt:~~g ,:.9,o,ll,-tr'i)::mtq~Y:,Jn:ff'+ng~~,[l~:n:!;: j' p~:,<t,g~ p~;t~n:t:J:; (:~}:': ,:~l.Jqe,psed
or authorized another to perform acts which if performed without his
consen;t:. ;:'wpp lcL_:,c:one;;t:At~'te., :c0Il:tr,i}Ju1;.ory,-:: ig:.f:r;'~:ng~ll}~n 1:: :"P:f;._;tll~:_ p:p.t;~I?:t;;
(3)' sought to enforce hi's patent 'rights' again'st infringement' "or''';;
contrilJutqf'y;in,;e,f':;ngtemen~~,

II - Clayton Act, 38 stat. 731, 15 U.S.C. sec."i4

croods , ••••
whether patented or unpatented, for use, ••••• within the United
States •.•. on the condition, •••• that the •••• purchaser thereof
shall not use or deal in the goods, •••• of a competitor ..• of the
seller, where the effect of such ••••• sale, •.••• may be to sub­
stantial lessen competition or tend to create a monopoly ••.... l1

III - U. S. Patent 3,816,092 issued June 11, 1974 - v!ilson et al

Claim 1. A method for selectively inhibiting growth of undesirable
plants in an area containing growing undesirable plants in an es~

tablishedcrop,which comprises applying to said area , 3~'4-dichloro~
propionanilide at a rate of application which inhibits growth of said
undesirable plants and which does not adversely affect the growth of
said established crop.

-216-



~217-

acts shall be deemed to be an
patent :-.;rigllt,,<, OJ':' exclusive

101. - The following
~nfJ:Jng~mept Of" .• B
license:

of 35 usc 271 (b) and (d),

(i) in the case of a patent for an invention of a
product, acts of manufac t ur fng , .as signi.ng , leasing,
displaying for the purpose of aSSignment or lease,
or: imppr,ti:tlg;,ip.:,: che course.sof- .trade , t he ar t icles
to be used exclusively for the manufacture of the
produc t-i

(ii) in the case Qf,::a:,:,p-a:1;_en~,i £,o:r:"8_D invention of a
process, acts of manufacturfng, assigning, leasing,
disp1aying,for"the;, pprpos![ of,assignmept or lease,
or importing, in the course of trade, the articles
to be, "used ;exclusivelyfor the .work Ing of such
invention.

1952. It ~~~ds:

(Acts J~emed to be infringement:)

Sec. 271 (c) in

APPENDIX B

The articles should be articles useful only in conneC­

tion '.,ith'tbe pat~nr

'Acco;dingly,~if said article has alternatIve com­

mercial uses different than in the patent, 'there is no

This Ar t fc I e Lsrsa i d to have ,been"p,atterned after US 35

USC)7L,exgept,.that:;tber~" are ncpana l Ie Ls to the active

~J:l,9P.<;e.lJl,e_n,;t>pr9Vi?,:iop.::9~-9 ~b~,:tni:s,us,~,;of pa tent provi sian

2.'1't' is' a'va'tl ab l e as' a remedy' under the' following con­

ditions:

'ri'~'w~bri':(::arid:'C~:riErib:Ut:~~y iriii ingeni~ht in:

1. Japan:- , ,

The concept of contributory inf'ringement is clearly

stipulated in Article 101 of tg~"}apanesePatent Law.



2. It is available as remedy. under til';. f()l1o,,!ingcon-

ditions:

The articles should be articles useful only in connection

with the patent.

Accord i ng l y, if said article has alternative commercial

uses different than in the patent, there is no con-

A) Other-commer c i e l Uses thap·those in the scope of the

patent claims should not be>theoretical but spe-

interpretation of this B:r~ic,~,e is "to be used\~xclusively

for the manufacture of the produst under the patent or for

the wofkiilg·oT!the process Uildef.the patent.

There are several judicial cases and the general con-

The most critical point oft r i butor y infringement.

II. Germany (West)

1. The concept of contribut9ry, infring~~ent does exist in

Germany 011 t he basis of case law , but not as a statutory

Court, 1979Y.

A decision LikeiDawson will be .LikeLy in, .Japan. 1
>0'.- .. ,',,', ,_ ',',

Th.,onus ptoband~:;that·ther·~ate,no·othercommercial

uses' rests with :th~ 'pat entee .

C) 1. Exxon (patentee) v. Toho Chitanium

(tokyTDistr'ict Court, 1975);

2. Oht suk i K'" K. (patEiM'eeJ'v. Osaka Royal

arid Kokuse I Bybr'a ic K, '(Os'aka-Dd's'tr I c t

3.
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(2) and (3) of Section 60:

Matters were clari-

In other cases, it may even be

II", 1964).

direct infringe-

__,e feared Court Decision-;::', ,~:~.:

In vl'ew dfl 'che ci r c umsoances

may be sufficient.

confl fct Ing lines of autbor tt Ies .

vnecessary to exclude an infringing use by a special

clause in the contract with the purchaser.

b) The product being manufactured and sold must be

functionally adapted for use in an infringement.

Neutral parts (stable commercial products) do not

meet- this condition.

ned by the 1977 ACt (which came into force6n 1st June

1978), and the concept; of contr i butor y infringement is

now given clearly statutory recognition in 'sub-sections

a) Tll,e'r'e: trlu'st'-be:"'.B'dltectinfrI,ngeme.rit in Germany, or

in a pat.errt-..:free manner bes i desidn ra pt'o t ec t ed-tne t hod of

.use ,; i tmay .berso.Ld, but t.he suppli.e r-mus t t ake-ac t ion to

prevent an infringing use ..In somecasesas tmpja warning

2. The doctrine of contributory infringement is available

as a remedy under the following conditions:

3> Po decision like Dawson should be 1ikelyin Germany. Since

propanil is only useful as a herbicide, it is, of course,

"Eunc t-ional l y adapted 1.1,::'to tb is use-and, therefore, it may

not be sbldin Ce rmany, If propaniI could also be used

1. Prior to the'1977 Patents Act, the law relating to con­

trib'utoiY:--irifringe'~~I1{was'vefY tdhtus'edahd 'there were

rrr. Great'Britain (U.K.)i-



(2)

(3),

SUbject'\i:o' i:hef'o11owfng" 'provI:sions of this sec­
tion, a person (other than the proprietor of the
pa:t'~Il1:):,als():in:f:Ji iQg~s;,a'_'_P/a~;~Q.~, f9F::.f!rl 'invent ion if,
while the patent is in force and without the consent
of the,proprietor"he,suppl,ies,pr, offers to supply
in the United Kingdom a person other than a licensee

:\:o!',other?p,e,rson:,.entit,lgcl t o WOT;:~: 1;;'l:l.~;.;invention with
any means, relating to an essential element of the
invention, for putjring -the ;,i:I'J,Y~J1t:jon into effect
when he knows, or it is obvious to a reasonable per­
~,()?, ip ,th~ci,rcumstan,<:e~,t~atth()se ,means are
sudt abl e for:putt-ing:,'and,c<:ir'e'·-intend:ed t o put, the
in'le~~iO l1 :in,to efft=c~.",,~n,;tpe",Un} te.d.: Kingdom.

Subsection (2)apove shall, pot apply or offer of
a staple commercial product' unless 'the supply or
the offer is made for the p,uxPPs~,()f inducing the
per son supplied or ;as 'rhec'ase may' be, the pe r >

son to whom the offer is made to do an act which
ccns t I t ute svan ~n~r:ing~,m.e,~t:. q~t:1Je,:,pg~~nt by
vixtue of sub-section (1). ....

arid, unt d-l thexe,ds.,a'bodyof<casedaw thex,e i.s-obv i ous Ly

,";,i'scope for: argument. .aboutcthe .p.r ec I.se.unean i ng of such

terms as!r':esseritial element: of fthe .mven.t t on'Land "staple

commer.cLaI produc t" 0

2. The concept of contxibutoxy infxingement as defined in

Section 60 applies to all acts which commenced aftex

1st June 1978, ixxespective of whethex the patent con­

cer ned was obtained under c.che: 1977,/;,c,t,px.under the

P17<7~io~s,~.aw, zhe 1949 Pa t enc s Ac t . However, in respect

of.acts whiph commencedpxipx to.lst.June 1978, Schedule

4p~"agxaph 3(2) of tl)e 1977 Act pr ovLdes that such acts

canconrtnue, r~gaxdless ofS~cti()n 60" if they would not

existing

before June 1978.
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3. One c~I1,bE! yerY9Qnfjd,entthat"a cEls,~, such as Dawson v

Rohm &Haas would be decided in favour of the patentees;

indeed even ff·"prop'iinTl was a staple commercial product,

Dawson ;woOld::,even~then not e,scape,::fnfrJngement if they

sold it to farmers with instructions to use as a rice

still be caught by the

prohibitiori-:'c':i'g'a'inst'->ihd'uc'lng buyers to infringe which

is imposed by s'ub-is'ectfon (3) of Section 60 .

.... .. '. ' '. .. . '. ..'" .I.. ' '.
1. Letter: Odajima Patent Office,T~kyo,Japan-Sept.· 24, 1980

2. Letter: Dr.~UntherWM~htershM~ser,Munchen, Germany,

Sept. 4, 1980

3. Letter: Lloyd Wise, Tregear & Co., London, England

August 5, 1980
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Publication of Patent Application

,~.P-articularly- in ;the;.:Field:of ;'Chemistry:.'-

Japp:Ilt=se;, ,Ql:,9,uP

COI(lI1li.tt",e ,:# L.

Group 3

Chairman: Shin Ando

~.Speaker: Shin Ando

(Xyowa Hakko Kogyo Co. Ltd.)

Summary

After filing a patent application, an,amendment

of the specification' and drawing of the application may

be ~ade wi~hin li~itatio~s s~esified b.y_~he ~ap~nese ~ate.nt

Law. However, irt~~ amen~ent chC}r~es the gist, of the

original specification and drawingF the amendment will be

declined~ In such a case applicants can order a trial

against the ruling to decline the amendment.

This presentation is to report On the standards

of examination of the change of gist and the decisions of
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Re: Amen'dinent Of;'sl?;e;bI:f:i.c'~tioh'b~fbf~'p\ibliCatioh:

Of' :'Patent>' Applicat.ion

- Particularly in the Field of Chemistry -

In'!apan if after a PI3.1:E:m:t< I3.ppl,i9Cit;i.on".J:1as been

file~'I,~:to P~90~.~s n~c,~,!:>,15"i:i,fy ..to ,c:uuep.d,,,tpe, sp~cif~Fi:itiorl or.

drawing ,(I:1e.re,i!1?l=!=te.r si~ply" ,rlafla..r,:ped, to .<:it? ,"sPi?9;ific.:itipn, II

attacl1eg: the;rei:.9";,,i:n.e __<;iPJ?;J..iC;::~Hc~,:;~,~Y:. make such an amendmerre

. only within certain periods of" tj.m.e sPe,9,~{i~.sL by the P,at~nt,

Law~ The arnendmerrc ~~.~t~ h<?weve:t:",}J,~.,su1?j~c:t to the restric­

tio:p. t.hat; :i,. t§ .Gqp:t;:entf; shall not; 9t?iI1~e :th~ g:i:-~1: of the

specifiqa:tiop.; If the exam.Lne.r fi~C113', t.hat, the, amendment

changes 1:l1e,:g,i,s:t of the apecLf Lcat.Lon r such an amendment;

will be Cieqlined. If an amendment made.before the publica-'
, . .'''' """ ,--' " ',. ;,;,,',,' C','''" '__ '"'' "'-'",__, ""';,'--'."-

'tLon of Ci,:pa~eI1t appli,9a"!:~C2n Le c1e9,1;;~ed ~ ,.J~h~ .appl Lcant; ',m?lY.:"

file a new p~~en~ ~p:p~~cat~on the. invent:;L0Il ~9 ~eIlPedl

with a new f Lj.Lnq daee deemed as ,the date..Qt,Jl:1e amendment

concerned (Patent r.aw , 1\.:r:-1:ic~e, 5~va~~g:ra:ph ~ j, Ap~rt from

the cases wp~re" th,~ J?er:lbd of, tdme bE;!tWeen,,:the, d,at:e, of the

pai:,E:!n~;,~I?Rlica,-tiQnap.,d tpe dace of, .theame:n¢ln1entis shor-t; a",

new p¥\,tep't appLdcat.Lon Ls ,rarely f Ll.ed, ,Generally __ suchtirne
," ',' ,,', ,c-O' ' ","',' ,:,,':"'-',,"'-'; ',",,: ''';:;'',;:,'-''.''';:.-'" __ "'-,' __ :,' '",-, , ,.-, .-

spa~? are s9 lqngthat ~ pq?td~~~,9f the dateof;appl~~a~i~~

cou19 giy~ rise to the ~a~ger of new groun~s for rejec~ion,

due to the expanding .. raIlg,~ of rE!:l:,e,r~nce to "p~~or arts and
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even

date of making pubLi.c the paten~: appLi.cat.Lon.iLntquest.Lon ,

the filing of a new patent application on such an amendment

would be meaningless, because the patent gazette making such

referred to' 'as II amendment' trL3,'l"

'Iri~; th~ tJ~S:~lt~:':'hb~ev~i"; -tf it:; b~:boin~~;'\ikb~~s~~f to

make an 'amendmehe'tOa ~::it~rit ~~plickfioh:':~6bh":'ari:: fun~hchrieri:t'~

'th'()ri~h";i t:' m~y:'b~ f6lliia. ," t6:: dbrit~in'::h~w';'mattef';: 'b~ri.

stilr b~"~ff~ct~d b~j)filirig'i2i:err ci.l?pii8~tidri,::tilth8Ut

encotiht~:tlhg 'such Bi-d61~ms' as are ~;{'t5eftel1bed iri:':'Ja~~ri.

Acc6tdiri.giY~ it' i~:':riot:';tb6 mridh;:t.o"~ciy:;t:hat-'in"the'case

,,,-

amendment to a Japanese "patemt 'application.,

With r'eq:ar'd" 1=.0'; a' change of '"the"gi"st' of pa'tent;

specific'atioh in Japan, there isa ;:':eport t-.i-t.l~i{ i'Ch:arig~ Of

Gist."b:f :Inv;ention in ,,' Ameridinent of' 'spebifib'~ti6ri;'::"~lii'bh":~~'~

subn1itt~dtg;'PIPA"{8th:'::int~'riiatibriiiiCorigress':i3.'t wiliiami3~"

burq,' This ::repo'rt'd~a:i'~::sp-~'cifi'caiiy&i-Eli '; tiiai':dJGi~i6'n~:

conce.rnd.nq aIrieIldrriJrit~":'aft~i:th~-;publi:"BtitioIl-\5£ :'pa.te'nt
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appLd.catid.on s ..-

An amendment after the' ptiblicat.i'on'o:ta'pat~nt

application is subject to strict rest~~c~ionsl but an amend­

ment before publica~ion is relatively easy.

We have

determineq,the degree to which an amendment can be made

before publication.

II. Patent Law, Article 53 paragraph 1 .••

Re: Change of the gist.

Under t~~;p~9vis~ons 0~~!~i91~ 17 par~graph 1 of

the Patent Law, i3.l:'l"app]~icaI?-~can amenc:1. 'the spepi:Ei9a,tion

if and only if such an application is pending a Patent Office

examina~ion or trial. However, if an amen~ent made before

the pUblication of a pat~n~ ~p~~~~~~~~~ is fo~~c:1 t~ chan~e

the gist of the specification , such an amendment is declined

in accordance with the p~ovisions of Article 53 paragraph 1

of the Patent Law.

When such an amendment is declined ~he ~pp~~cant

may take one of the ~oll0'o/ing,ste:ps:

(1) To order an amendment trial.

(patent Law, Article 122 paragraph 1).

(2) To accept the ruling to decline the amendment and file

a new pat~nt applipation on the invention so amended,

with the filing date deemed,as the date ,of the amend­

ment concerned (Patent Law, Article 53 paragraph 4).
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(3) To accept the ruling to decline the amendment, 'and, .Leave

the, appLd c at.Lon umchanqed,

If it is obvious that the amendment changes the

gist, there is no sense in taking step (1) and the applicant

has to tiake "ith"" step (2) or~tep (3).

made before the

application is made public, the amendment can not be 'rejected

by reference to the gazette of the applicant's own applica-

tion. For this reason ,'f'h;~";~bb~~·'~t~p\~'i:may'b,~,t;akt=t/

depending on whether or not prior PUbl'i'catlon;~';'~r prior

atrplicJti'6h~';existedbetween th~"f'iif~~':ld'~:f~ ()'iY'1:he applica­

tionarid"thedate 6'f the "amendment''- H6:J;.ever, ';(f; th~;;; amend~

ment is 6f;-:~r~af'::<~igri'ificance~rid{J made after the applica­

tion is made publ.d o , th~'applic~~t"h~S to take step (1),

that is, to oider an ame~~edt';tri'~:L'

The issue in such a trial would be whether or not

the amendment changes the gist of thJ specification as

existed at the time of the filing of the

in~ff.er referred 't'~ as i;'as~fii~d~~p~:~iftc~-ti~nuj"~ Now, I

would like to explain the'change
;":>: .:

gist as below.

III. Basis for making"':J~d:gmeri:t on the change of the gist of

change

the specification

Japan, as a 'basi'~: f~r m~'{iri~: jtidg~e~:t on the

the ~i~f of spe~ific~t{~n an e~~miri~ti~ri standard

~22<;~
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There .. 'are' 'no "e s tahliahed Js't.andaz-ds ,:to' "de:'te:iIIiihe

whether -a :particula-r,,'am.eD.dment:;,:is'::a :ma:tter..:',which; -Ls obvious

and rtiher-e. is no't.hf.nq. tp<assure,thab:',the:; pear-ties ;'concerned

agree ..

'What-' shou.Ld.rbe. specially,:boine:,i-n :mirid/::however:',-

is that even an amendment which, for example, ,represents:;

certain accepted, rt.echno.Loqy. ,,;const-i tiut.es a: .chanqe--of the gist 1

if it .chanqesvo.rv enLa'rqe's t.hevi.nvent.Lon or::completes,: an

incomplete invention.
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(if) Ca's~~":whe;fe: a\:li.aiige' of:'lli'~':grst-,is f6und~:ri6t.:t6

'e~i'~td

2. Cgse$ ,where the claim is not amended:

(i} Cases, ,where a ,change of the gist is found to .exd s t e

Theqa~,e_ Ls ~hat,,,\'l,h~,l:"e,, !?Y: ,argE;~pdJn:g the .detailed

expLanat.Lon cof t.he :i.IJ.y~p,t~():J}, ir.l,re,spec:::t of .eny .mar.t.e r which

is not obvious ~r9~ ~~~ ~~sql:"~~~~9n~in the as~!iled~specifi­

cat.Lon: "th,e"t:eSllI)-,ical matters corrt.aLned in the claim are

subs t~,:t:lti,Cl.l:,lY, -"qh':irl;geq.~,

('i'i) ;'c'as'es: wl1"ere':a'chlarig~:"bfthe:~(~i'isf is fo'Un'd :'n8i:<f'O

exist':

Thed&'~~ is itha:t':::whE;t~':'th~ ArnendIilerit fs'.withil1.

the '" s'd6'peof .:th'~ 'Iti~tt:~is :'s:,~t :id~th ih'the ""cl's~fff~'d.~'s'p~dif'i­

catii.on 'dr '\iithirl ;:tt{'~('i;'-'cbp~';bf';:fho:'s:~bbv'i6l:isth'eLtefi6m.

for the amendment, there is no question at aif~'e\ten;if;::'th.e

clairii'Is 'cim~hd~:ci'.

'E\fe'n" if :tW~' :~sl':Elfiid:~:sp~cIi:fc\:i-eLah 'doesHot'

contcl'in 'a. c6li:dr~t~' :':~'uppb:fE':-f'O':t'('t:t£e':a.InEni:dm~n:t ,the:arnendIneri't

does not bhrlstlt:1.l'te:c(' aha:ri~ed:E:'fhe' :'gfsf';:' £"£:;:i f''is'''-b'bvi6'U's

from' 'the d~§'cffptions' :'i'n: 'i:h~ iii.s'i.'fi:ted-,:'s'peicificatidn ;",;~;

If

If all amendment.:';made":td the m&tters'set f6rt:h"in

the jdet.ail'ed expLanat.Lorrto fotihe . invention'odoes:,not:':change

the 'techn'ical"matters contained 'in -t.hevcLadm , ,the "amendment;

Lrnakeamo ' chanqecof the ,'gist-;. 'Furthermore,. .an amendment



",p.i c:~, r!U~lf~,::;,"a~; iad9-_~tiC),Ilto"°:s,.:,er,::c:tlaIlge,'_~I1; ~,,' "Sll,e_".~;urpo~,es;

effects or uses of an invention, makes no chan,_9"~' :to the gist,

ev~_n;~hc:)Ugh it:Js,,:l1()t obv.iousj.fr om the :d~,~C:::Lipt::ion in the

. as:f.il,~4~,speC~,fica;tA~on,1 un.Le s s :.t,1}e ...coIlstituentfeatures of

the Lnvent.i.on ~l:e,: 9l1ang~_c:J.;,:by,:th~",<:,U)1~,n9ffi~nt".",1;I~~.t Ls , unl.es s

thete.q~..i ceL lTl,~tt,er.~. corrt.a.i.ned .Ln ,_1:1).~ ,C::~Clil1lare subs-can-

tiallY9h an'!ed.

To sum up the above four cases, ~n a~~n.dm~n1:_ is

allowed if ,the ,CqDtents qJ ...such .an amendment; .havLnq to do

with .or. ,a:l::fectir~Hi::;~;he,(,:c::oIl_?:ti ~,\1\ti911 _9t,.1:hE?,i,nyel1tion

conta~ned:in the a~?fi~e~js~~~:i~~~~~i8n:or are matters

obvious from the ~,,9-c~;l;>:c:r:i.J?t~Q.Il,Ei: LncLuded "in;tl1,~:_~~7,fi,~ed~,

specification .

Furtherm6re'.,~: "~ve'ri'/"'ari:,-~:aM~ri\3ni'elft:':wiii:8h;\<i~;':::;rib'-t:~;

';r.: 66~ib:ciS'-" f'i'6~--,-tJle,::dJ~ci'i}pt-±6:n~:'::'iA:~'!.th~--,~'~':::::f'i'le;;d~~it>:ecfiication

ciri:d\;fii"bh '::f'~lJ;t~:~>:'tcr-::'th~' pJ'iP'b's~~:';':;:"~;'ff'~ct~::':~in(i"Gsesof the

invention ~-- "is' 'ci:li6~eid.;-':\i;iiie~'s-· the '::{:~ch'ri'ib~i rri~tf'~'~s oori-"

-f~tri:~-d!)i"~ the cL3:imiirJ' ;'6h~;{:4~'d':::'fi'§' tri:e furi~'ridrri~'ri t .

It should --b~ n6i~dl"':ti6\J~V:~i', 'th:~f::~'ve'ri':':if en ame'nd­

ment is made I the claim is amended oni}r,:to""the:"de(ifJi~-

auppor t.ed :__'1:>Y t:l}.e:,;~Ilt~nc¥n,Em ~L, cp;y:l ;::~o:t :-:s'q,~J??,:::,t~:~:)?X:: t~E7

descriptions included in the as-filed-spec~~~Ga~ion.

Examples such as, (A), th$ casej;;hat,a,claim directed to the

group "of 'compounds ::contained;' in ,;:the ,:;as:-,filE!d..,...specificatiQn

;is::changed,<to,be:directed to a ,neWly added; compound and

(B) "tihei.caae that'::a::cla,im :directed"to:~'a compound-d.s .chanqed
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occur.

(Compound B)

R3 R4 RS Ii6

I I'-@-'R2_~ - CH,- CH 0 CHCOOH

R1

<,231-

oxidation,

(c:ompoundA)

R3 Ii4 RS R6

2I , '-@IR -C - CH - CH 0 -CHCHO
11

,R

This .ca.se '.is' an examp.Le. o'f":'it it,ri'al .dec.Ls i.on., where

cci,,~ 1

Case: Amendment Trial No.81/1978 [Kokai (Publi~h~d

Unexamined Patent Application) No.l'27041/1976J

A process for producing a new compound B by the

In the following, I would like to presentJ.~t'c{'Yb.i.'{"

some :6a$e:~:~ 'bt-b{f9ht"~p inarttendmertE< trial~':-~'

to be directedtoa n",w1y;adclecl;J!l'ji! 'll§e 6f the,compound,give

r-Lse . to: whet.her ne~ qu~,::;,ti9n~9f,cha,I1g~ .c>;E,tl1~ "g~~t wi,:t.1

Ylhen FIl ,~1.~l~I:ldI1l:en,t, i~,;ge.(:q,iI1~d, there is a room

f9r contending the ruling to decline the amendment exce~t

Gist of the invention:

the amendment was found to change the gist, even though the

claim itself was not amended.

oxidation of the compound A.



where R:L repres~ritJ5 'H,/ R
2 represemts OH, or R1

and R2 . together may f'ozm an 8x6"grorii:/;' 'R3'-; R4 arid RS repre­

sent either H or a lower alkyl group, or R3 and R4 together

mayif'orm an aik~i~negt6ti.p::~:Cin;d R6;';r'~piesentsa-lbweralkyl

group.

Amendment,:

An examp.Le. of: prog.Hs:~i,9P. pft:he:,t:;:RW~(J,\IDd>13. whe.redn

R3 and R4 together may form an alkylene group (hereinafter

referred to as the "compound B' ") was added to the, sp~?++i­

cat'iqns.

(Example ,o.fc<'compound B I )

Support in the as-filed-specification:

Though there is the descriptio'n "when 'R,3"aiid ~:4

together represent an alkylene group, the C3~5 alkylene

group is preferabl7 as an alkylene group," there is no

description of ~omp~und B' and no example of its p~(Jd~9tion.

-', ': -- '

';'\Gibrihd~ for" aedi1ning'i ii the--~6rTg'J.rUil d~-c'isi6i1~::

There was':, no particular disclosure with respect

to the 8(Jm~:9;~,q.B,~· in the as-filed-specifica~.iqn... and :I1.<J­

evidence sufficient to find that the invention lead to a

process for producing compound B' had been completed at the
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a new compound, it is necessary that it must be oono.rene.Ly

change - of." the" 9 Ls t ,

Case: Amendntent Trial NO.2/1965 (Patent Publication

No. 4589/1966)

A,pr6ces S' '-for,produdirigthe':hew' "compdunct' ('IIiY; <by

des.cribed and, accompan.Led. bY',:i.d~:n:ti:f~cCl::t,:i.()n:;de.t.a ,

Particularly, when the desired compound of the-invention is

time of filing the present application. Such an amendment

adds a>new Lnverrtdoncand 'therefor~",su1:?,'st'antially,changes the

gist of,the~as-filed-specification.

Trial decision and the grounds why:

This case is an example of a trial decision where

The amendment .Ln questip!1,adCl,E; a:,nE:!W'-:IIla:ttE:!r wh.LchiLsrnot;

disclosed in the as:-fil~Cl-f:i12~ci~iqp:i::i()l1and therefore the

amendment changes the gist of :the,:",af:i-,:fi:ieq."7spec:::ificqtion,·.

ment was declined. The grounds were almost the same as the

grbh:dbrs 'for d'~ciiri:iri:gc:;::the amen'2hn€I1't' irithe original decision.

(Case 2)

the amendment was found to be of

although the c~aim was amended.

Gistdf:the' Lnvenedon'r

reacting the compound (I) with the compound (tty:



Compound (I Compound (II) Compound (III)

where Z represents a_ haLoqen fl~?~. o,r RQ-:- JR is

hydrocarbon group).

Amendment::

rrhe amendment;" was:' the' addit:i2la':'d:i::: the" wo'fking:

example using the.':' compound (tt1' wli'ere:;;·z:·;is"Ro' :[Hencet6oril'2."

pou.nd."(1IY'becomes urethane] )ci.rid"<the,'add:i.ti6n of this

compound. ,(II) ,'to'the'- clai:rri~'

Support in the as-filed-specification :

(hereinafter referred to as ,~Igroup all),

It was disclosed in the a~.,-fi~~,<i-,sJ>~cifi,9':i:l=ion

that the compound (II) is just an agent "to. Lnt.roduce the

R
-C-N/ 3

1\ 'RX 4
group

to compound (I).
~, ,'.L·.

is exemplified as a reactant 'which is capable of introducing

group a to compound (I). However 'there ..:~a.,s,;:,np w:p.rkiIlg

specification.
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.')

(Case 3)

as in tihe . caae.vwhe.re Z Ls a:.,h~J,qg~I1' Tl1~:r'efo,r?,tl1e ~?nd~

case wher-e. Z is. ~qJ",~he"pprposetO.f::1::l1e;:,,inY,t=,Iltion can be-.

Case: Amendment Trial No .113/1977 (Kokaicc (Published

also included in the. ,.c~Ietinit-:tPI1():E.. a::"r.eact,<3.nt,~; t.he compound

q:L) w,here•..Z is" RO. ;'Hepce"i!t,;;:,w,':l-~,' :r:ecpgll:lze(j,·,tpat· in the

not only the compound (II) where Z is a halogen atom, but

The" ;bi'i.'g'irlal d~~'ision was reversed and the amend­

ment was "~Ti~~~d. The grounds for the trial decision were

fh~~ th~ reactant in th~;ca~~filed-specification comprised

filed-specification.

Grounds for declining in the originar'decisTo!i':

The.trieridirierit' ~her~ urethane i~'" n'ewlY added as

bdmpourid'(II) stib~tanti~iiy:changes the gist of the as-

-235-

According to the examination standards, the addi-

unexamined

accompH sh~d,:;" by" applyLnq: t he.. Well, .. ](n9WI'l:: :J;~gl:t:i(Jn ,. meohanLsm

men~.,:d()@s ')?-91::::qhC\l)ge.: t-t~ rg*, f:j,t;,qf:::the 2l.s-~i.:LeCl77.spec.i,.ficC3, t i 9n .

tion of the depos~t numb,~r ?~ md.croo.rqan.i sms to i:he.,speci,:Ei­

cation makes a change .of the gist. In t.his cas;~ , ..~l1e_

description of the number of the appLi.cant; IS own, pz-Lo.r

~pplic~tion in which th~ ~eposi1:: number of the strain was

disclosed gave a favorable result to the applicantS.



Gist of the invention:

A method of removing ppis?~~us g~s contained in

the combustion gas by bubbLi.nq such, gas through. the cuLt.ure

liquor of a microorganism.

Amendment:

The deposit number (FERM-P No.I4l0) and morpholo­

gical and physiological p rope r t Le s of _,~he,Pseud9monas

spheroides S s t.raf.n used ~~,. :tlJ.,~" present i~~I3~tion .~,e.Fe added

to the specification.

:su'pP6'r,t in the\:as'~'fi'led-s'pe-clficati'On:~

There was:"':;(-'dLs'c16sure"lrF' -che '03.'5-ii l'~d::;'s'pe-cif:iha­

t.Lon that the morphological ,s.nd';phy's:{oldg:'1.cal prope:t'tie's'-'of

of' thepateIlt 'appl±catioIlNo;79464/1972' (hereinafter referred

to as,::iIRefererice.iinJ-'- ~"Bl.it':irio:\expliclt--d±§dlosure::df· the

deposit number and the morphological and physiological

Grounds for declining in the original decision:

In the present invention, the use of the strain in

question is essential. However ,:t::h~-::as-file'd:;'specifica't.'ion

discloses -only the name of ''.tli~'m'ic'~~ol:-g'a:~Isrn and does not

disciosethe-e~i~tence'~ndavaii~bility thereof.

The prese~t iri'vent:ion was fou~~:{.';t:o"have been incomplete .a't;

-236-



-237-

We"wbtllcl' liket:O:'dls'cu'ssi:he'above{"friar: 'd~bis£6ns.

and' Case···2 r'el'ate to the" dnverrtdonrofBcithCase

arproc'aas foY p.roduc i.nq a ':l1ovel'·compoun'd'. In Case 1, the

claim: was amendedtand in' 'ce sa 2'i was':not amended.

The 'di's't:iilctive difference'betweeinthem 'Ties':in' that in Case

the time of fi~ing the appl~cation and completed by the

amendment. The amendment therefore changes th~;gist.

Tria.l decisiort ,and,: the grouhdswhy':

The original decision was reversed,';' The;,'grbunds

";sho~ed"that:therehf;'submitied' the' notice Of deposI't,: number

of inicrOdrgaIllsm"be'aring the da't.e of'M~y --20; 1972 ['i 5 sued

by Fermentation Research Institute I Agencybf' Industrial

Scie'rice:;:a'Ild':Technolo'g'y;:fFERM) ],~ This 1.'5:': about', one year and

5 mont.nsvbefore the date""of:'£iling"O£ the pre'senb,'appT1C'a'':':'

tion~Sirice' such a no'ti.ce" is the""wri't'ten notiCe 6'£ the

a.ikpb s i :1:t 'm.mlb~r o'f the'str'aiit-'; -F'ERM;';'P' N(J~'l4'10, it. is urid~r~

scood 'that. 'the s'tizaf.n wit's known' ('hefor'e'" the'

£il:in~>:'O'f tl1e"pie:~~nt' appLi.catri.on ,

i't' i:§-": reaSbh;~bl'~:' 'to urider st.and' that "in pfade';:bf~~

rnakinga direct disclosU£~ of the'd~posit. number and the

mo'rph6'i6gic'al :and:phY'~ioi()gical prbpedt:ies:' in::the: as;:;'::£-i'led­

apeo'L f i da"ti2m ,t'lieap'p'licat.Lon number'; of ';: :Refeten'6e :' 1 Ts

dd.sc Losed , Thti;~;" the' amendment; doe's",n'dt chanqe-rt.he" qLst , ,



1, the amendment' to the specification except; the cla.im

substantially enlarges the scope of the desired compound';

while in Case 2, even by the ·:amendment of"th~,:,claiII\;, t.he.

~pope ofc~~e cqmE9~nd is ~ot qhang~df

Firs~, in Ga~e l,~t was found that the invention

described in". the claim LncLuded an Lncompj.et.e LrrverrtLon and

t.lJ.-at:"the amendment; oompLet.ed. __ ehe , Lnvent.Lon . and _th;~J;.e,:l:ore

changed, tl1.e .. gist.

In" tihe. case of·;, the -- Lnvent.Lon of :a pr-ocess Yor-

PJ;()cltl9Jng a noveL componnd, . t'he:: ,inYE::nto?i,;s.':t:'~.cog,ni:Z,e.,,;t.~?-t.

an .invention ,-- of aG9mpo~(1,is,. repr,es,Ejl,ntl7d,by,: a., ge:gt=ral

f.o.:qru,l,la whichcoyers"a,w;i.ders:yoPET.·,th.?n. is auppo.rt.ed ,lJ:i;". ,t:l1e

worJ:~..ing ,exCi,mp,lt=,s,. .H.ence the inventors give .t.he I1a.In~ of

group of compounds which are P<?:tl,f:i9f>po,r~:§!<:1.1;>Y."c:iwo.rkLnq

eX,ampl~. :rhis., ceae ._,i;; __ Cin·,le~aII,lpl~.~h,~.rE:!",.th~: applicantS

after:l:,~:liI:19:i:t,.J;1~ aJ?J?,~iHC3.t.~()I!,trteR-:,:to:,:~ec::u:r.-,~ .t~.t= :r.-ight-, over

a:: o/~de:t:":: s,cope;, bY, add.i.nq a wp.r~iRg, exampLe 9f a, compound

whe,~~ on+y, .t.he name, of, a group

to, Lhe. example; of p roduc.i.nq C()!l.1PRlIl),c1, HI, th,e.,as-fil,edc

specification was silent regardless of the number of carbons.

Fp:~:,th.is: reaso.r;t,>it ~a~+.9,\imCl:,tlJ.e;t:t:t1J.~ amendment; adding such

an E:.~,~cll,lP,~,~:,w,~,~:, ne} ,~.¥P:P9'Ft~ct.,;~"~:: t~,~;, as-:,l:i.~ted7,rJ?:~cification.

];'51rt,icul~~lY",>the,:"tFi,al.<d~c.i,?~pn",in st.ai:ing""thClt

when the dead red compound is '~': n.ew, compound , ii:, i,~,neces.sary

that such, a compcundus .de acz-Lbed.rLn ,9oncret~,:.t~rm7r :o9.C,9<;)111­

panied by identification data, teaches that the addition of



r-

an"exantp'l'e:{'whe're'the're: is ':ho'idelltifi'datidri dab:!. Ln the

as-filed-specification, changes;' the ,gist.

If:theas-filed..;.specifica:tion discloses an example

of compound B I which has bile' alkyl'ene';g'r()Up"'sucha.s'~

et.hy.Lene group aI3:,R3; ahd; R
4')

and if there is' no application

filed by others<ih::re'spect: of,:,theto 'the

amendment; ,'the:"addi'eden 6£ the' example in respe'Ct of:: the'

otihez- n umbe.r of: car-bons wouLd-thevetbeen allowed:;, because the

e.s-cf i.Led-cspecd f Lca't.Lon conceLnssuppo'rt, for:: a LkyLene 'and

because the::iI1ventioW':iel'aling'to,"alkylene, 'in the': a's~fiTed­

speci'iicatiori' had-'beeh::'c6inpleted a1::,th'e,:tiine offil1.ng the

application:~ 'Therefdre';'the:amendriterit:c"wo1.lId'nbt change the

gist.

If"tb.ere was ii'subsequent appli.cation""with respect

tdthe 'same;;:inventiol1",i!id:if'suCh--an applicatioh"was; filed

pribr:t6::'the date"of 1:he'ameridment-;:the',exte-nt tio-whdch the

amendment would be allowed would naturally'::;be''liffiited, and

depend on the::descripfiol1 'i'ri<fhe specification' of the sub­

sequent appLd cat Lon,

Then does ,the additibn'df examples cllange' the gist,

if the -n'arne of the:~des:H:ed:; compound is ao'l.eLyvdescr-Lbed in

the"'specification ,.'without:':anyddanti£i.cation'datal' Froin'>the

Bnd~flyirlg prlncl'pfe'o:E"t:he "trail:-:decij,ii6ri:,' it wou.Id seem'-to

follow 'that such an"addition ahou.Ldvbe held as a change 'of

th~ gist jieceuse- t.he desired compound 11a5"t.o be described;

acccmpanLed bye"'identif:i.'cati6fi data"~' "However'i"depending on
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the, existence ,of •• examp'Les. OfS,tr119t.llpa,,1,lyanalogo,us: com-.

pounds in the a s-ef Lked-iepec.l fdce t.d.on and the .ext.erre to

wh.i.ch vt.he reaction mechanism La known , dt; s,E?ems,that the

amendment is, not ~ece§sarily declined.

On the other hend., in ,Ca~,e,2/ i,t is disclosed in

the as-filed-specification that the compound (Ill is a

r-eectant; capebLe of Lntir-oduc i.nq 9fo,uP, t;Xi,iIl,'~o ,the.cqI!).ppp.n,g

(I)aIl4.tha,"t ,ll.rethan,e. qan.,p.:!:: so ,h~ used _as. tihe r.eaci::p.nt.

FurthertJ:le,:.desi:r:~d;compound W"l:1~P u ret.hane is .ueed is the

.aame as. t.hat, 0}:)ta,in~g.<'i'll1ep.;iI190TILP91lnP. (II,) Z i~"a haLoqeri ,

Also t.he , deeLr-ed. compcund ds 4is.G~()s~4 wi,th, Lderrt.LfLcert.Lon

data. All 't.h.l scmeana., tha:t:,:tPere:is no en Laeqemerrt of the

desired compound by the amendment.

In the ~:r:~p.~ deq~~~cP:~t,i~ was emphasized that the

e-eect.i.on mj=cl1~I1~s,rp,c>~ ~Ilt:r?c1~c~ng;\9;!OHl? :: ~ ',': to ,', ~h~<,.:c:()mI?ol1nCi

(I) is well knQwn,in,:either Ciis,~:,o~;~ bei~g;',ii ha.Loqencor- .an

RO- in the, compound.iI ID.

compound by introducing a certain grouJ:?<ip:t:~?:;ii ~eac't7-q~\t:.

oompound.jrEor- exemp l e, the p'roceaa 1=-()--:pJ;8dtlcE7,):he compound

B by reactiIlg, tqe,:c::owp0'-!114 A.witll.an:;<3;qY:La,ting, agent py a

well kn0WI:1: :r:eapti0I':l,me9!?-iini!7'm, .,-,:t:hE;l .:8:LCi':l~e, .,11 p." prrooes s for

p roduc.i.nq i compoundc'S .by.ir-eact.Lnq .tiheicompound. ~ ~ith a<;Y:L~t­

iIl9,;ageIltll would;bea:Ll()weg:;as:-_t:he c Ladm, even. if:;On~Y,ol1e

form of an acyLa t.Lnq a,geIlti~ giv~l1' Fu.rt.hermoxe , .,if there

is a c1:iElc:lOE;u:t7ein.-:the as-~il~d""~J?~~i~~~Cl:tioIl that,?-cid
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halide is used as an acylating agent, t.heveddd-ti.on of

examples of, -ue.Lnq acid "anhydrides 'as the'a'cYlati'ng agent

would be allowed, because wher-e- ehe reaction mechariismb:;:

well known:-andthe;-,util:izat:ion of", acid halide as the,:acYlat~

Lnq agen,t Ls ,well known, it is obvious' that acid anhy'dr-Lda

can also be-uaed,

However', if,the'uti:lization' of: acdd 'anhydride

caused some special effect which is not" caused:' by the utili..;.

zation ofca.c.Ld hadd.de sr-and- if the claim Ls restricted to the

use of acid: anhydride as the, acyLat Lnq.i aqen-t., the" ame'ndmerrt,

would be declined as changing the gist.,

In-the;orig'irial- deci.s fontofteaae ;T>the' examination

standard: "Applied:"Micr66rganism Irldtisf.ryll- relating tb iriveri;';;

tiorts'using'microorganisms was appLi.ed, According-to the­

standard)-' anamendroerit,'which,'makes:additiori o f ctihevrnor-pho-.

logical artd'physiblogidal::properties arid::;the deposLt'-Iiumbe£

of,-':a'microorganisrn','" :when, :they e re.tno t disclosed »f.n t.hevspec.l>

fication-, causesva chanqevo f v.t.hecq Lat; arid whenrt.he deposi.t

number is: no t.tddacLosed in 'the"as';;';filed--specification:,' the

Lnverrti.on shall be 'deemed to beian-LncompLebe LnvenbLonv

The'tr i af .decision allowed -: .che. ::amertdmen t -on the

grounds -that;-the-"strain used -an the,:inventiort''-,was'pUblicly'

known prior toe-the filing :6£ 'the appTi'catiori,:itiquestiori',­

because the notice of the deposit number issued by::PERMis:

oontiahned.d.rr-ehe 'file .of "Re f e r erroe ,,1 .as described in the

as-filed-speci-ficatidn,,-'and-'the odepo'sLt; number was .subs t Lcutred
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for by .R~fer~!1C:~,l.

~hi~trial decision teaches two things. One'is

that the existence of a notice 0'£ the depo sd-tv number from

the;depo?~toryc:~nbe p~pof;pf public knowledge of a micro~

organisIn"and the other: is <that: the descr-Lpt.Lon of .t-he.coehe.r

patent application number in the specification is'

interpr,et,ed, as :having the ef:£ect'~equi.ve.Lent, ,,:·to a:,:description

of the contents ,thereof.

In j:his case, if -the amendment had-noc-been

allowed, the ,application would have been rejected as an

incomplete invention.

In''.the pr-eeerre caae , R~:feJ,:"~I1c:e.,l"",h?l¢l:not been open

,to:,tpe pubLLc.i on t.he date of the; .c:ippJ,.i,qgt,i;op:,.l:>:llt"it;-:,had;

alre.a9y:be~n", :+aid"pen-: to publ Lc inspection .on the,date:-:of,

the::amendm~nt~ If: the app't.Lcat.Lon cof: Refer-encevL had- been:

withdrawn,withqut being Lad d-operr.ct.o ,:th~".:public andci f :,third

parties:-:,including nhecexemi.ner- did,'inQt::'::know::,:!::o:J:;: EiUre-:,Whether

the strain:, used';.,;in th,is,::invention:'-waSc',the same:;af3i:,the -strain

covered;;by,the':nQtice:oQf thEL-.deposit numbe.ri-merrtLoned above

the abovestr i.a.l.vdecd.s i.cn couLdvnot; havesbeen expect.ed ,

In this-sense';,:<'.anYi:matter'of, great -signifiqalJ.c:e,·and particu­

larly,anymatter,'which':migl1t Leadrco the finqi:ng;-o:E all:

LncompLe ceai.rrverrt.Lon ahoul.d t>~,:stated;:i,,11 t1)e::as-:fil,ed...,

speci£icat.3:on s:.

From 'the Cases :1 -and 2,'above,·itca,n .be .unders tood

that in determiningcwhet.her ;an,c;unenqrnen.t::be.fqre .rt.he
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pub.lLce.bd'onvofian' a.p'plic,3.tiOIi.ch'a.':hge:S'th'e( gist'or' riot ,11<:

does not matter whether the claim is"amehded' or not, but it

is 'Lmpoz-tan t- whether' o'rno't the a's-fJ..led-'sp'e:cification con­

t.ef.ns suppor-t; fo.rvsuch 'aIi:<ameI1dmeI1t:~'P'articul-a'riy':'as'to

whether'the" maEte'r is obviou$ or':'hot Er-om the'desbriptlons

depends"; as iii' Case '?,

on the well' known ctrt:,relatkkl to't.he inventiohand,the

desbil:ption of prior" literature' or prio.r':: appl'ibJfion (Case 3)

contained in the as-filed-specification rttay'-lead'the amend-'

m~nt:t.o:favoraBle r~sult. Ii1'filiAg ' .a:n:: emendment.tt.r'LaI , it

ahou.Ldvbe a:rgu~d""that:::the 2l.rrteridmebt is not a chanqe cf"-the

gist: based: on the' grounds disclosed in the as.:;;filed':::'specifi';'

cation, no matter how weak'such:'grounds may be.

In 'tn.e"field':'O'f ':'electfical :'and' :mebharit8ih engi­

neer'Lnq , the' jUdgem~ri'ts"Ed:~'e"siiniicir':to ~hosJ ::;f'n t'he fIeld of

chemistry ~-Slich ti:l.'Eil' de6{~iC>rts Case .4 'and:Ca.:s'e ::'5: "atEi

attached 'to this:presentation.

An amendment shouid:not b~ aii6~~d, of 6durse, if

ffchang'es 'fhegist .'i(''jl.idg'ement on -such "s: matter, however,

is ;'affected 'by so'IIl'anY"':Hi.:c'torsth,i'f 'the eiltertt'::to \wh{cih 'an

ernendmericvf.e 'all-aw~d"cen-nof be' (l'etermined: deffIl':LteiY.

If aniamendment; is all'6"wed, "i:hE'fsp'eCificatiori :'S'O 'amendad is

deemed a's 'tfted. at 'th~ fime' O'f "the'C';fittil.'g of the' 'a.ptii.ication.

This:';'-'fherefo're ;'meaiJ.::s -that a mfsj\l'd.gll1erit as 'to' whether o.r

not :"the:'arnen:dIDe:'rit.'·chan'ge's the gi's'tcouidinjure t.he interest:s

'cf:f-"th:e"ap'plida'ntS>8r those of' tl1ird par't.Le's , 'S'11ch-judgrrterit
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should be, decided on the" bas.i s .oJ:,,::tJl,e:!?qt1ilJ.brium,;b,~tw<=~n

the interes.tsofthe t.wo.,

Arnendrnents should beravod.ded.. al?,.:, far .as possible.

However ,in pa,.st" case,f):: where.i.amendman.t s.. ~aye:lJeen., made and

declined and. where an amerrdmentn. t.z'LaLchas :lJ:e,~!1>,,~i~e<:l'" ,to

wha.t extent were such t.r-La.l s suc,qessful? ,~e .q.i.ve below the;

statistical chCl:-n'?~f:i;,o~ sM,c::'ce,s15 in, o r-der-Lnq a "tI:':ial.

Tabl~, l;,13how~,::t.he a t.at.Ls..t~C.s ot:1::r:,~a~.:d~p~.s'~0I?-.s;t,

for"the pasc ~~vel:"ct~: ~§C!i:r:s-,.

As IIlq,y"pe seen, from ': Table . ~r, t:h~ pr-opor-ti.on .o f .t.he

numberc c f .trhe.ioases ~',upheld".,:i:o the totC!-+",number,.9f"c;aSeEj

,(~ereiI1Cl.fter referred to as t.he 'H;;u9c::~~s-::l:"a1:~~D Ls. in the

range of 50% t:0>:~7!?~, g~yi,:pg ,all·;,Cl.ye;·C\g_~, 9J.;,,64!5,.

Needless to: say "this, success ,:r:ate"wG!-s not calcu­

lfited on t.he basis of t,he.t:otCi,l ,nltrnge;p:L.a.1.l"applicat:i0I1s

in whiph the amendment ~as-declineq~ ~t1ch;a success rate

would not be attained if trials we~e ;o~dered_~~~i~st all of

the ru~iI'l~s to d~,9,~:ine ,.:a.tTI;~p~,~nt:,s~

j t; is ''-' howevez: ,tr::ue, tha,t there: ,A,~. "a"Jai~:Ly:,strong

probabilitY,thati:lle:, ~i:~i~g:of an "amendment; trial .:will turn

out to besucces;.sful. It seems to us.that not 0111yJn, .t.he

c?-seofs,uch':V:0:J..':lP1:C3.ry amendments, made .at, any :time, .such

as ,at,the .tirne of .demandf.nq an,exam:iIlation,:,or within one

year and, three mqnths.af,te,:t; .th,e f Lj.Lnq ::p,;~,,:,the_,,<9;p.p:lic:atioIl,

but even in the case 0,t',ameIl(:lI!leI?-.ts UP()I1;;~,ecei,Pt:pJnoti.ce .of'

official action, the appLi.oarrta d Lr-ect.Ly :t;~c,eive :the,dep..Li.n i.nq
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their amendments without being given the opportunity fo~-

submi t t.Lnq, ;:1., cont.ene.Lon, t.hat; :tJ:1eiF.'. amendment.s..do not.jnake

a change o f. g~s't:.

Therefore we consider that it is the matter of
, ,

course that the high rate success resul t,s-:from--first--a'i-b~g""

f ii~d- sp~ci f icati6~~ ';': ats:can'6bvious1~ ,'.b~'rdeducfed' from the

d~scriptions in th~ as-'fii~d-spe6ificati6n,6i;:f~oni:t:.hg

,.
ing

relation a weliknown art; etc.

as-

"'1\.!;),: ~9E?;_; 29l1c::_~U§~OI;l;,Ot,;tl'1~f:i ~resefl:t,i3.:t:i.°l1,,;we

z eoomrnend. thcrt YCl'Y do not q Lve ~,,~P amerid.inq, 'fl;;~peq_:i.fication

at the receipt: of..<~he r~:L.~J:lg,;t(),4ec+iB~,C!-n~ ameridmerrt.. end- co

,t:.,:~:y:-_:to, file,al1 ~~J:l~~flt-.;t;r:::i.el_;0:~ccq!Cl;i:P9;_1::11~_:co:rl't,~~tof this

pnes ent.at.Lon, .

Or).,,:,such .occas i ons t.hez-e. is a':_pgn~i~§rFJ~~¥,£~g~

success rate of having your specifis~~iq~s ~~Ilg§g~
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(Casii4)

Case: 'Arnendment Trial N6 . 3 9/76K6kiii (Published

Unexamined Patent Application) N6c5l698/73)

Gist of the invention

The features of the invention reside in that in a

money 51~,:;;p~I1~~r,_.?eP<3.l:>leof d~~l?ensin~ money of a plurality

of deI19~iI1~~~onsT the dispenser ha~ ~ means for discriminat­

ing the denominations of money to be ~i~~en~ed according to

a memory of each figure contained in the memory section4

Amendment'anif' ~Upp&'i:·t'"in the ".-, a~'':'';filEkd:'''; ~pediffcati6n

An ';'embodiment of titie circuit 6f the as~filea'

appl!t2at:loii'/ to'::lJe':'used .in :'the: present. inverit.ibh::i'i;:'>shown in

Fi~:~ i~ This 'figure: 'shows 'the 'a±scr:Lrriiri&ti6ri circuit,(which

is one of the most important features of this inveiitibii~:":ih;

block';.'Ciiagram orily' artd"':'detailed> st.rucd::ure')was' 'no'tvshown in

the as-filed~specifidat±onl

ment of the discrimination circuit was added, and the

description of the specification; was amended to contain a

full explanation of the discrimination circuit and timing

pulse input circuit which comprised of logical circuits

using logical elements.
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known nor obvious to one skilled in the art.

Grounds for declining in the original decision

nical measures supplementary to the claimed features.

Fig. 2 added by the amend­
ment

The original claims were considered to recite

The detailed explanation of the invention and the

M; memory section:

S; denomination discriminating means:

Pi clock pulse generator: Ti timing signal:

Dj money display

-247'-
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Fig. 1 of the as-filed­
drawing.

drawing incorporated in the amendments were specific tech-

These specific technical measures were neither matters well

merely the objectives of the invention as the technical



measures were not disclosed in the as-filed-specification

Thus the present invention had not been completed at the

date of filing the application.

Trial decision and:the grounds why

The-original decisionmwas sustairiedandthe~amend­

ments were declined. The grounds therefor-were-almost the

same as the grounds for declining the amendment in the

original decision.
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t.Lon. '0 f ,the:,'iri:veiitlol1.

a

" inThe tierm 'n'each fluke being 'at :a-n angle

shank having two f Lukes mounted on onerend thereof I each

Case: Amendment: Trial No .14/79 ,,(Published Unexamined

(Case 5)

,. ',. .

is mounted adjacent-:"t6,-~the connecting .;ing.

Patent Application No.18697/76)

the claim and the detailed explanation of the invention was

changed to -- each'fl'ui.e being fanned LncHned c-eLat.Lve to

the shank at an angle of about 50° --

Amendments

fluke being at an angle relative to the shank. A connecting

ring is attachedto;,the other end of the .ahank r and a stock

Support in the':,::a's-~'flled;;"k;pkcifibatI6ri'-

:p,ig~:1:shbws:'one:-:·einbbdirrie.rit:6£ :t.he. anohor illustrates

flukes LncLi.ned €l't-An angle. of 'a.bout :s'oo>W:'it'h respe.ct';t.6" 'the

shenk., However there L's no disblOstlI'e': that th'efluk:esili:~

inclined"atah; angle" of aboue: 5'0 0 <,' 'in 'tihe" d~iaiied' :Ek:Xpl:a:n.-a'~



connecting ring:

Fig

2 fluke:

Fig.l

1; shank:

4;. stock

Grounds for declining in the.Qrigi~al,depision

th,e 9P~I1' 9-0g1e :o;~;;th.t= ;two f;lll~e.~ s,hould;~,:be ;;i.,t'.i9.1:1::.ang1.e,o£,.

abou't. 50 0
; , z-e.Lat.Lve .to tihe. shaI;lk:_, HO\'ieY(i;!:J='.', ;; t,hg a,~-f:i.:l_e.d,:",';:

specification contains only the dt.ecLosuxe. tll.at.;;the: open

angle of the flukes should not be limited to 45°, but can be

suitably selected, and they fail to disclose that the open

angle should be held at about 50°. Accordingly, the amend-

ments make a change of gist.
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Trial decision and the grounds therefor

The original decision is reversed.

The trial examiners are of the opinion that, ,wi th

z espect; Eb-·t':he d::>:hiJ.~~c:tion betwe:ert:th~"':~harik ah2{',' the .trwo

~11;:_, 'ct'~"" fil-~d - s~~c if-~ca,t,ion',doer=:;:Il

sp~cific s~pporting descrip~iori, bpt the drawing, particu­

larly Fig. 1 ,clearly shows the flukes are mounted at- an

angle of approximatelySOO relative; to the shank.

The amendment is obvious from .t.he. d i acLoaure of

the as-filed-specification~
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, Year

Table 1

(Patent Office)

~~~~1~U11jSsl~~~i~-qf;~-l-~:~~r~t~~\A/A~B(%)

56 21
. I

1 5 58.054 P 29 I

H
I .. " -;

25
,

U 11 ! 56.0

53 P 95 54 28 I 4 9 65.9

U
I

49 30 14
I

1 68 ..2

52 P I 54 29 16 4 5 64.4

~I
11 6 64.7

51 39 20 12. 2 >5- 62,5

U I 23 13 7 1 2 65.0,,
50 I 35 18 9 2 6 66.7:1 23 13 7 3 65.0

49 P 31 14 9 3 5 60.9

U 14 9 3 2 75.0

48 P 31 14 9 1 7 60.9

U 14 5 5 3 1 50.0

47 P : 27 19 6 1 1 76.0

U i 5 3 2 60.0
-~-"'--

.'._-'.-'--.

P : Patent

U Utility model

Average rate: A 100 (%)success A+B x

P 64.2 %

U 64.1 %
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Title: PA'rENTABILITY.OF I~VENTIONS DIRECTED TO
COMPUTER-RELATED PROCESSES

By: HAROLD D. MESSNER AND WILLIAM H.HOOPER
CHEVRON RESEARCH COMPANY

sidiaries, Chevron Oil Field Research Company, which conducts
, ,',':",.'

expfo'rat'iona'iia production research, and Chevron Research Company,

which i'~:"-re~:p;brisi'bi~<fgrali ~{h~r research' as well as all Sacal

patent res;p~nsi'bi'Lity. Inventors inb~th companies have developed a

number oCp-~o:cesses and t e chn Iques wh'i'cli use computers in anear more

of t'heir' lrnpJernent.e'(j :it:eps. 'We 'believe that our experience in prose-

cuting one such invention "in the United States Patent and Trademark

Office (PTO) will allow us to briefly describe here the evolution of

the ,1a~ relating to_the patentability of such Lnvent-i orrs a'S pronounced

by;:~_he P~O,:the cour-t of Customs a ndt.Pa t ent; l\ppeals(CCPA),"and,·the

United St~~~s~yp~~~e ~ou~t

To be specific, the particular patent application is directed to a

seismic enhancement exploratory technique invented by Dr. J. W. C.

Sherwood. It's been with us at Chevron in prosecution in the PTO for

over 12 years' without change in the spec Lf i ca t.Lon r it is still be Lnq

used by Chevron explorationists, particularlY"in the southwestern

portions of the United States; and it unde~lies many of our recent

exploration successes.
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The case bas ically cover-sa revoliltio,n:ary',,(:in ,1,9,68) ,:Way',qf, mLqra t fnq

(converting) a typ icaltirne-ampl i t.ude se f.smt c section that i s ,ga the red

in the field, into an amplitude versus"d~p'th: ricordY Th:~C:"-'l~t:ter

improved record in effect places the reflectors associated with strata

deep wi-th-iri<the earth in"bhei:r'<correct 'cf~pth";i'ocatibri~'btl the' f'gdO'td.

The problem does n I t 130und s LmpLe to,m.~ and it isn It. Wl),~n ,t"he. ,e,l1er:9X,

waves travel through the earth they somet~rnes b~nd, deflect and

otherwise change from straight lines of travel (from source-to-

reflector-to-receiver) due to many facto~s

allowed events in the time record of ~ typical seismic record to be

simply placed in a depth section as a function of the v~locitxof

propagation of the wave within the earth.

iWe::belieye we w'ere';;the, first: to'aut6maticc:iTly mLq.ra t'e th'etime': sect.fori

Ln t o-.a depth: .se cn Lon- u s.Lnq a computer-related process'.'Looki'ng f rom

the perspective of 12 yeacs . it appears to us 'that-::'it~Cis': th'e':way 'we'

We think in this matter that we were like Roger Bannister, the man who

, ' '-.'

pubii~:hed' in a number of" scientific journals. For example, see the

first broke. the four-minute barrier in the mile run. Once it was

done, others quickly followed. The actual prosecution of our Sherwood

. .,.. .-. ..... ,

fact perf'orm it. As it turned out, news of our success leaked from

our corporation an'(] spread to' others' in the oil industry. As a conse­

quence, o't'hers developed new alternate techniques that have been

a r t.Lc Le: by Transform", Geophysics i

Vol. 43'~ \~o.:;i, Feb~uary 1978, Page 23 et a L,
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appLt catLcn -he.s been lengthy and checkered. Briefly, if. was 'first

rejected by the PTO' asclaimirig nons t.at.ut.oi-y subject mat t e r under

Title "35 U.S.C. 10i, 'which 'provides:

cess, machine, manufacture or composition of matter, or

any new and useful improvement thereof, may obtain a

pef'erit "theref ()re;,'--~ubjedt to';th'~"cb:h-a-i,t"ibI1scilhd'-ieq\lire-,

m~rit~' tit"'--this' 't'ft.le:. i '

The PTO said 6'u'r~ hiveht'i'oh '}ust; -dId hb't tit' iht:6'a'r{y 'liste:d "ca'teqory r

it then chahge--d"lts iflfrid an'd'ta.Lk owed alt-- of th~::'cla.Im:s. 'We then

refiled the application, only'a'd'di'rig m6r'e'cOinprehensive" claims ~

During thispeilo'd'the Supr-eme' Court announcedH'ts de c'LsLon in"

Gottschalk'--"v~ Benson, '409:U.:5'. '63!'(I:972}',. Tl1':thTs case -lb'e Court held

.that a method 6f"pr'ogta.m~i'I1g::a generaT"'plirp'ose dig,:ital';cbmpu'ber to

convert s igria.'i5' from -b.i'nary-vcoded -de odma'L '{,Q'rm''into: pu r'e hfria'ry form,

without ariY'thiri'g eLse, -",was,u'ripaTen'tabTEr. However'/Ju~t'ice ,Douglas I

opinion d LdaLend ' enccuraqemerrt ; F-i':fst'/, a.lthoughhe"fo'uhd:th'e' Benson

invention was nonstatutory, he also implied in so many' "'words-;',"

softw~re-firmware inventions could be patentable if certain conditions

verev s at.Ls.fIed; "we thought our case .me t; -Ehos e .condd t.fons and.thence

were encouraged to continue pr-os e.cut.Lorr ',:in' t-he PTO'. auctrenoouraqe­

ment.was augmented by:,:5ubS.equent',.-lower'-court decisions Lnt.e rp r e.t Lnq

t.her Bens on: 'decisions in,', line; wi th .our posi t.Lorr,
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While we were still in the.PTO, the Sup~eme Court decided Parker v.

Flook, 437 U.S. 584 (1978). In that dec LsLon, .rus t t ce St.evens Len t,

support to both sides of the con t r overey , Al t.houq h the, Cour-t. f ound

that the invention was nonstatutory sUbject matter under Section 101,

it pointed out the II f aul t s" of the claim of thep:pp~i;CC\,tio~as;

follows:

'~Tlle:__ pa,t,ent"Cl:PPJ.,i,C:<3;t:i~1:'l dq~s I1()t: PL1.rpoFt,t9 e xp Le Ln how

to select the appropriate margin 9( .aafe t y., the w,eAg~,t­

ing factor, or any of the other variables. Nor does it

pp.rp,DFt, tOfpntai;n any. di~.pl,o,s,u~e.:.relF-J_i:ng_,to t,he

chemLca L propesse"s a~, work',~l1~ :m.on~:t7or,in9 of p~(),c~,s!?:,

var LabLe s, or,:the;ITlfa.:ins:;of ,~~:~:;q...~~g, ,.o,ff ,C;lp_a~,~r:;m ,pr

ad j u:s;t,~ng,_ ,analarm.sye;.te:~',. h+)~, that ,X~: prov ~}~}~s; .ds a

t9.t:R,,:q.afoF: comput Lnq an.update,q AI,arm. unit •. A~:th()ugh

,t~e: "c:o.ll\pu;t.a,t.i.onsci9-I):,i?~.ma,qe:,,:l:>Y, penciI and"pape:t;, c::al~

P,~J"(l.:tJo,!l'!;),,,: t.l:1,e: .:ab~,~r:acJ~. pf :"d;iE>p:lo,s.ut::e.,;mak,:es",~t. c:1:~at:;

·t,l:1,a.t:t:he:, ;fq:rm,u;la .Lsipr im,ari,ly c.qseful:+qr compu te:r: Lzed

caLcu Lat Lons p roducd nq, aueomee i c ,.,adjl,1,~me:I:1t:s ;In :,al,axm

se,ti:,ings .I~.~

Afterstudying,tha't';decision in 'detail; we ',believed our claims Ln. t ne­

sherwood .eppLi ce t Lonid Ld not have ;",these types .of .: sborncoml.nqaomen-:

tioned ..by--J.u:st-ic'e .scevens, we.ccontdnued .ourv-pr ose cu t Lon.: -inc t.he.. PTO

and .. when the Court of Customs .and Pa t.errt; Appeals:this',yea-r,'agreed :with.

our contention, we thought our prosecution had ended in victory
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(In Re'Sherwood; 613 Fed. 2nd 809). This was not so. The Commissioner

filedfor'awri t 0'£ Certiorari from the Su-preme Court to review our

CCPA'decisionin view ofthei!:" forthcoming decisions in Diamond v.

Diehr etal and 'Diamond' v. Bradley et aI, both cases presently before
-..,,",', ','"-'--",,,'

the Court, which again raises the question of nonstatutory subject

matter and which will be argued in the Court just about now. After

the Commissioner filed his peti i t Lon , there was a flurry of activity in

cnevron . On 'ver'y shor-t" not'ice ,'- -Cibau't two days, we made a motion in

the ~J'p;r~me 'COurt "ta d()ri'soj:'ida-te:'our case with" t'he above two mentioned

cases alrJkdy' on their docket '. That motion 'tlo&':~ver, was t~~'~eddawn

witho'ut commerit . Soche:~l:"dh:'ribw ~waits tl1~ de:cisr'6ns in the Diehr and

Bradley cases. We did set about to vigorously uphold our position by

filirig'anAm'rcu5'ari~:E ihsuPI?6rt :bfp'ateht.~:bilitY'Of;'~h~ Diehr e t; al

and Brad Ley te t; al friVkmti6ns,. We :W:ere'not:aiori~, as a riumberof

organizatf6ns--and t'rade:'. 'aseocfe'ttons d'Ld lik.e:wise".

In any event we await the, decisions and_at, the ve-ry Le as tcnope that

the outcome will br-Lnq about a clearer undees t andi nq qf"ju13:t,what is

patentable in this very active area .of t echnojoqy,

In c LosInq; we 'iIil'ght' df:fer s6me'g~:{I1'l=ralComm'e'r.-tS/'-'6bseitHitidh§and

conclus:'icihsiesu.lt'i'ng'fi-om our 'E{X"IJe:riEh1c:es' ihth'is ma'tt~ r,

(1) It is' 'most: difficult't'o maintain a patent:e'ffo'I:"t"bi: this nature

over an' excended period "Of' t-tme , The 'circumstance's have to be

just right:'. The LnventLon it's-elf must con tLnuett.o cbeiwor-t.hy of

protection from the company's point" of' view. ':I:f:,:££ fails into
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disuse, there is no justification to continue the patent effort

that is required under these c i r cums t ance s , Al s o , the company

itself must be comfortable with the type of claims that are set

forth in the application; they will ~bviously, haye.t~~ndergp ~

great deal of critical scrutiny.

(2) Not all applications related to compu t er-ireLa t ed PFC?c::e~~,e!5

require the efforts we have described. YPl.l PF~ba~l,Y,~hare with

us, cases in which u.s. applications i nvoj vi.nq compute r-ire Lat.ed

inventions breezed through ~h~, pro.. Why, .11Cl,~ t,hiEi: occurr-ed?

probabIy because ofthep~esence .of ,<;J.!,1e .9t::;,IT!pre()£ t he ,_~;()l,~oWiJ~:g.

factors:

di~i()n~l ar-t; c~c:i,E>s", of,~e9l"1r1.,91qgy wp:h, "~ J?,~~:bl:~; grpup, of

examiners who unde r s t.ood t,l:l,~" :t,F!,chl)().1:qgy;, ""ell,:.,anq :ppuld

relate well t~ the equivalency of analog and digital

slide rules have

"never ;'Pbsea" a':'p'at~h't;a:'bilt'tY;I/iobiem'"f6 the PTO.

(ii)
~ ,;:' ::': d ': ':":<' ,,:', -: ',':,' ",' ",::' ':",' ':-' '\ ,':",:

The inventions'were placea in' an art group familiar with

the tC=Sllry,9,logy._ and".th,.e i:~y~;nJ::iol1;$:,:US~,9,:~,'a,~,d:ig-i.:t,al:;.-,co,!IlPllte:t::

in only ""' one of, a gFo~p:; 0-.:E:s,}:,eP:5:tl1?lt;~,.\i~.re:"inv..olyed :in.:;-t,h~

inventions to be examined. In such cases, the fear tbat

t.heicomput.er was. LnvoLvLnq sci~~,tif-ic,~tr!1t,hsj!ITl.,~nt,,?J,

p rocesses c>r.:inJ;,e~lect~al. .concep t s-wcne, over come. by: the

re,(ility" of t.he. ~,;t-e,rn,al s t.ep s. suzroundfnq. :thes,te,p.:('s)

involving the cqmputer~
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-_truthsll'~ The ':two e rerivcrthe 'same ~ We are encouraged, by· the"

Court 'hasChakrabarty?206USPQ 193, (1'980) ,that

app.r'eherisLon, .Reau Lt r , .uneven examination. wi thin: th.q.t, e xamIn i nq

And as the complexity of the disclosures grew, so did their

t.he. d Lf f er-ence, The'Cour·thas' "recoqn i zed 'that the f6ice6f

gr'Ct\dty"the' eh€"rgybf atoms "or solar heat are all naturally

occu r-Lnq phenomena 'andth'eY':are riot subject to patE:!ntrnonopo:iy.

Butwherea:rnan'utilfzes: the "pheriomena , the r e sul t s of hi's

effO'rtsshbuldbe" j;"rbte-ctabl~; bypafen't grant.

opinion of' the"Chie:f::,:Justice"of;theSupreme coure in Diamond·'v.

inability to examine such inventions, they don't do so today.

equating alg'orithms with "mathematical expressions of scientific

cessirigarf :'group' 'ha.:d:a'·:larg'e numbe ri'of rie:w examiners who' we're

unfami-liar'wi th analOg' me'fhods'tha t'overlayed :'our iriven't ion: as

weil'asd:tgl'tai methbds. S6'when:Ciigltai implemi;;nted pr:6c~sses

'came rritc> bEdhg', : they: were'everi'more u'ilf'amiii'ar-'wi tl1 them"th~n

e-Xam-'i'ner's iti otl1erexarrtiriing groups.

,g~9~p;pf" ::e;ven,t,h~".:b~s,t,::PE,~par~d,_cpa t en~<'~PI?l1.9<:1 tiors.

(4) The" need' fot 'st'abilif.Y'in"the e xarmn i nq dorp'swithiri';the'P'rO: is

vital. Fbr"e'x'ainple/':ln' ·:·f.heT9'60 1'15 and ''1970 1 si,the seismic': pro-

(5) W.h;ile at,on~: time ,th,e ,~TO:wa~ urging the Supreme Court"to,.declare

compu t e r-ire La t.ed Lnvent.ions , unpatentable because of the:"PTq's
'" --' '" " ','

(3) The: Courts and the PTOare"twere? ) making a t t.undamen t.eLce r r or. in



Instead they -me r e Ly telltheSupremeCour.t that :they have x

n umbe r s of cases awaiting examination and x::in,:this'case is a

r-eLa t IveLy small number. Therearego.od: reasons for the change

in)?,TOposition. It has deyelopedand implemented a rather

s oph Ls t i.ca ted system of class Lf.Lca t ion of,,'compU.:t~r,-\rel(lted/pr.o­

ceaaes that is pe r.hap.sv.uni.que .Lnvt.h Ls. world. Et.. also: provides

t or or-de r Ly s~a~~hiIlg,qf:~tl<:tl app Li.ce t i ons , For- e xampLe,. ,i11, ;the

MCiIlHa~o~" cj.ass if i ca t.Lon , qlass.i.ficat,~:on,q~f~l1.iti.on_s, aaaocLat.ed

with Art Group 36 4 for nIUe<:trical: :qompu,ter:sancLPata, Pro.ce$sing

Systems" establishes, the .methodo~pgyfor,e;xaminat:ion,of.,compute c­

related inventions. As a result, any type of programming method

can..b~<,logically.,~xam'ined~ While the classi:fiq,atipn: with,in,:,

Class 364" is .r'es t.rLct ed .to aya tems ,tl1at,:hCiv,e.lI:struc,tural de t a Lj.s"

a.:s§o,c,iated,with, corcput.ezs , and ..Lnd Lcat.as ::t:l1at,:pp~gr:aIY1~ng methods

will be farmed out to other"pat~n,t,ar:'t;.gr,ou};)s, .eear ch Lnq. for

app rop r i at.e .pri o r __ art by functional e~~JYCil~l1cy"is, :s,e~ .forth in

de ce L'l , So.?ny, examiner within"ttle ,PTO can .qu Lck.Ly, check ,novelty. ,'" .',' -- ' ;""" ,;",. ,"" ,. ",--. --',., .. ,., ." ;", ''',''

of the equiva-lent mathematica,l.,a,lg.o,t"i.~hJU_of ,aIly .. cl9-im,~§l. :P;:rP,?,!=:ss

by using the Class 364 guidelines.

(6) AS"we"see': it:~ 'the"se'arch fabiiit:i'i;s' and guideTine's are"ava.lIable

within the 'PTa"for eXClminatlondf;cOmputer'':'':rela:tec{ "invenfiOns'~

All that's required has been developed and is in place. The

examiners are just:'aw'i:iltihg Ehe decisIdn\if' tlfe 'Su'l?:r'eme Court' in

the'Di'ehr and Bradley cases to ':start""working on :sud-i'caS-es:;;
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'.

Whether the PTO will beq Ln'<s u chvwor k , of course depends on the

extent that the Supreme Court requires iJ"t-.o::,do i 50:_

(7) We expect the Supreme Court decision in the, Di:enh~,r:;;•.:a,nJ".'d~, .. p.eL9!'::" ••~c .
cases to be extremely close. Since the present cases are

scheduled for oral argument in oc t obe c-jqovembe r of 1980, we

should have a dec Ls Lon csoon , Hopefully. it, will .cLarLfy .. .Lhe.,

issues so that rneanin,gful _bus~n~ss arrange,men.ts can be made based

on well understood pri~cip~~s,of teGh~91og:icp.l,_,r_i9ht~~

(8) We have placed maz-ked-eup cop Les of the Di,ehr., and ~radley, claims

in the Appendix for your study if yQu.,cal:"'e,tod() so.
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APPENDIX

Bradley et al APPl'icat-ion

Claim 1 of ~he Bradley and Franklin

appLi ca't.don eeeds'<aa follow's:

bav Lnq'<a rnaih':fuernory, a'ce'ntral' p t'oces sLnq

UIUt::: (CPU') 60upl'ed"to S-aYid'main memdry,'sCi'id

CPU controllii1i;{,'i:he 's't~ft'e Of a p Lirr a lf't.y of
groups of processes being in a running,

r eedy , wa'it or suspended' .st.a'te , 'sal,r-'computer'
system also hav!ng':sdratchpa'cf' regis't~'i-:~:': b-~;irig

accessible to an operating system for con-

trolling said multiprogramming computer

system, a data structure for storing coded

signals for communicating between said pro-

cesses and said operating system, and said

scratchpad registers, said data structure

comprising:

(a) first means in said data structure and

communicating with said operating system for

storing coded signal indicative of an address

for a selected one of said processes;
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Cp) . second -means ; in said,' first,; meansvf o r.

storing code dve Lqnad a .Lnd-Lca't.Lnq: p r i.ori tiycof

said .aeIecced «one 'of s a l d vpr ocesse s.; in

r e La t.Lon to'othe'rs, of", saidpr'oCessesfor'

obt-ai-ning, .con trol:_'of said", CPU. when ready;

(c); thi'rd means in said':.data::structure-'a:n:'cl

communicating .w i, th'said;"operatingsy:'s-te'm,:: for

storing coded 'signals ';'indicative':bf' an

addre-ss -for va :selEicted"onE!"-of sald"pl-Urali ty

of groups; of; pzocesse's "a:ri'd':

(d,) fourth ::me-aris''co-tiplE!d ~::'f6c5ai'd -data

structure and said scratchpad registers, for

generating signals causing the changing of

infotma:t1'dn ,'In' ,':s'aidda'ta"'i;tructurE; arid"-:~a:td

s cr-atichpad ''r-egfsb::!r's.-
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base l

'[the- ;'11']" a'ncf'G II :tat,'fe

:wOids:' d:E;th~s:ys;;fe;~

basel

rth~:ml~t~hode 'fbi
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function of the

r. §~itbh:-:'~~st:~rit:'b~:~:~

iri~tf~ctlon, stor~~­
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The combination claimed by Bradley comprises a first means (the RPW

word) for providing the address of a selected process within a group

of p roces sess ·asecond means'-with the, f i r s t.cme an s for specifying the

priority_pf" that selected process; a . third means .f or vp rovLd Lnq the

add ress ",:f.a/5elec,ted group of pr-cceseesvthatccon t a i.ns asvone cot.ct t.s

processes the aeLec t.ed process ·ofthe:f:irst meane-r. .. and et rour eh-meeris-i­

the f Lz'mwar-e-e--Eoz- changing the data -in the da t ars t ruc ture .(including

the first, second and third means) and the scratchpad registers. The

.t:Q~r.? ·meafls, Provides an a,d,dress:.forthe selected group' of: processes

,that",cont,ains the .ae Le ct.ed process that will"be::in::the :running,st'ate.

The first means pr-ovLdes an addre s s.wh Lch vw i Ll.c-be used wd t.hr che

address of the third mearis t o. 10.c~:t:e>:t:::he: 1?:tart:ing .addre.ss wi-thin the

selected group of processes of the Lns t r uc t i.ons tha:t.:w:il:l: be fed to

the CPU executio~ circuits. The function performed by the fourth

means ,i,s.,sllown,. in __ the functional ~19~ :,;d;i<:igr<:iIIl::;.pf:F~g,ur,e.s:1:5b:and 15:c

of t he appLice t Lon,

Bxpe r t s hClye_~t:.CitE!d that i,n;,c::>rde:r ~o,:,s?_n_sideI:",,_tQe:s,u.bje:ct :rn.at~tE!r..,

pat.errt ab i Li.t.y of _this claim, the operations cont.a Lned in: .cne :f.iprnw,~rE!;

o f tl1e fou,;-!-4 rne:§.n~Lmust be considered as though they were positively

recited the f9~~th means of the claims. This does not constitute

" r e ading inll a limitation to the claim that otherwise was not already

contained therein.
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COMMENTS

[ e>J:apseid"Hrn,!]

Diehr et al Application

Claim lof the Diehr and Lutton application

is representative of theDieh~process:

na~ur.a~,19ga:;-,ithm,conversion, dat.a ft~);,
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1. A method of

press for precision molded compounds with the

aid of a digital computer, comprising:

providing said computer with a data base

for saici,L>r~§s LncLudLnq at Leas t ,

the activation energy constant fC) unique

to each batch of said compound being molded,

and

a cons t.an t (~)":gep-,e,ndent upon the; ,:geomet-ry

of tl1~;,p~~t::iculc:l.r;,mol.d_;of the::p:ress:;.':

ini tiating :an) Lnte rva I t.Ime rrLrr ,'sa:id

computer upon the closure of the press for

monitoring the elapsed time of said closure,



constantly determining the tempe~~t~~e Z)

of the mold at a location closely adjacent to

the mold cavity in the press ,,\j~}{ng m~i\:f{ng.,

constantly providing the computei::'w'ftl~'t.h~

temperature (Z),

repetitively calculating in the computer,

at frequent intervals during each cure, the

Arrhenius equation for reaction time du~'r'incj'"

the cure, which is

COMMENTS

::[measuring , the

temperature1

[ca1cu1~ti~g the

ideal cure time

'l1sirlg" th~ Arrhenius

equation]

1n v CZ + x

"~ ••...",<O.',"'., required cure time,

repetitively comparing in t;.,he':,:compute'r:' a't>

said frequent intervals 'during the cuce.oeach-.".'

said calculation of the total required cure

time calcl1J.a.tep~,;\'i,~:th.:>theArrhenius Le.q.uati:on

and said elapsed time, and

opening the press automatically when a said

comparison indicates equivalence.
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equ:iva'lence,:·he:twee'n'

elapsed time and

ddeaL't Ime l

[opening mold when

equivalence found]



is
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achieve a beneficial result

not drawn to the mathematical algorithm itself.

time for rubber compounds. It is presented, solved and the solution

used in claim 1 however, to achieve the {nt~~ded result of the claimed

process--opening t,h,te, ll\l:>ld,.,a,~, t~,e:, pr-ope r time to aY,o~dllnder-curing or

over-curing the r-ubbe r , ~1_th9lJ9h ~(1ch,time t~~ ~oll\P~t:er. soIves the

Arrhenius equation a ,null\b,~_~"is obta,ined", u!1,l~l<:,~ Fl~ok, that number is

not the end product of the c La Im, Rather, this number is then com­

pared to a time factor--the amount of elapsed time since the mold was

closed--to the process con-

tinues to monitor the temperature and to calculate the solution to the

Arrhenius equation at each temperature reading. It, appears that the

mathematical algorit~m ~mbodied in the Arrhenius equation is used

within a .. claim such that the claim, in its entirety, is drawn to a

specific, limited and practical application of the principle to

The Arrhenius equation is a~~itt~diy 61d and well known in the rub-

The function performed in ea'ch'step'8':f: the claimed method is clearly

presented.
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EFFECTIVE UTILIZATION 'OF-6tJT~IDE:'iGENTS
1

. S V MMA R Y

Last ~~:~~'~' ~ .. sur~ey t.~6~4b: qri'~'~ti~:nri~i'i~: was

co~duct~d '6f the current situation of th~ patent'

i 'd~~~rcir{erit~'6}',the me~.~r ent~-~prfses of PIPA ;;J~panese

Cr6'rip:':to 6bt'~'in':i~formation on h~w e-f~~ct{~e'i~ th~ir

outsid~ agents were uti~iied, and the result was

reported verbally and in prints. This year, a

survey in the form of questionnaire was made directly

.of the o~t'~'i~·~ a~ents to gather information as viewed

result of this survey serves to elucidate the role,

personnel, with respect to such items as: current

agents, i.e. patent attorneys and their office

problems and demands on the pa~t of the outside

from the outside agents' side who are entrusted with

patent and other applications, and cases where Japanese

state of these offices, matters concerning cases where

enterprises ask them to file applications in U.S.A.

Japanese and U.S. enterprises ask them to file domestic
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EFFECTIVE UTILIZATION OF OUTSIDE'~GENTS

~~ On Result of Survey by Questionnaire to Outside Agents --

PIPA Japanese Group

Committee No. 1

Working Group No. 4

L Introduction

Last year, PIPA Jap<;mese Group, COltlIllittee No.1

conducted a survey through questionnaire for member

enterprises of PIPA Japanese Group on the subject

of effective utilization of outside agents. The result

of this survey was reported on the occasion of the

PIPA 10th International Congress. The report said

that as many as 98% of member enterprises who answered

the questionnaire used outside agents, and it was

then confirmed to be a very important problem for the

patent departments of these enterprises to effectively

utilize outside agents from the viewpoint of making

efficient performance of businesses concerning patent

administration. Therefore, as a second step following

-270-



the' preFec.1,i,.ng sll:ryeyof", l.:ist,Yt=.ar,. PTI?A ,JaPaIlese, Group,

Committee No_, l,,:conducted anotjier., s'ilryey" py'means of

quesrtdonnad.re , on outside ClgeIl:t~::"l.l1o~rg<tJ:1~'P03.r:ty

to be ut,:i;liz~d l::>Y ~E:!::,Ill~J:nb~:r ,en1:e;-P.:r.,i,.se~r W,i.:t}:1:.'I:he

hope. :for, c:lari~yi~g Jh~ current seaee-oe business of

tht=::;e,p~tside,;Cig:~:gts,J()therel::>Y .c:g!l1:r:!-])ut~ ",' to:,;t:he

member :'Eln1:erPJ:~~~~ iI1.:the:ir:::ach~t=.vi,I1g ef~~ctive

utilization 9:E,qll1:siCl,t=.;.:lg~nt::;.

It:,i~ .added he:r:e:,th?l:t, :,:ill: C)r4Elr:,to .jsecuxe

busdnese jsecxecy, .Clf;:i:ndivid~Zll out.sdde aqentis :at the

tim~:0:f:c:arl:Yi,:ry,g,"o~:t, 1:11~ ,;ques,t.i,pJ;'lt'la:ir:t=., '.-Ci.I1d, .aLso . to

obtain ':~s,'accurace :,ans~e:rs aE>.-possiJ::)~e,fr0In them,

the qU,est:i.onna,i:rt=.lI1as,:sent; out; 1:opui:side, a;geJ:lt:s

f:rfl~ ::tll~_:.c.l:lie~,s,: of :thc>se::,pat,ent :,departments,of, xeepec-e..

tive meIlJl:l,~:t;,:,_e.l?-t:t=rpri"s,€;'s Cl~:,::PIP!\. J,ap.an,~,se.,'P;'Pup whdch were,;

assigne¢l:~:i:th;b,usip;e,ss.:r,elat:ed 'to; "t:lle, ,shipmen.t of

questionnaire documents, and unsigned ans~e.rs, were

sent back direct~y from outside agents to the business

office .of PIPA;J,Cipanese., (;J::(),up,. Thetot?ll nUInber,q£;:

questionnaire sent out was 140, the number of answers

collected 'was 83, and the recovery rate amounted to 60%.
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The 'items o'f· questiomiidre·····coinprisedmainlyof::

(l) informatiori ori 'the cUrremtstate"of outside agent's

now being'utilized by"fuember 'enterprises···of···PIPA

aapenese-nroup, (2)' attitude cf···outside agerits"for

ordexa-p'Laced by Japanese enterprises to ',file 'domestic

app.l.Lcatidoris, (3) ..attitude'bf"outside agents"for"orders

placed by aapaneee eritei'p:dses to'file applica.tions

in U.S.A., and (4) attitudeof'outside agents fo'i

orders placed bY·U'.·S~ enterprise's ::'"f6 •file "'appliCations

p.Laced-on grasping the 'current"state' as" weTl'as'problems

mation which 'is conafdexed tiseftil'foi"'U.S~:Inembeis;Of

will·,' sezve as'a referenCe for· the future'groWth :'of

and outside a.qeIlts~

2. Currerit"state'O't 'pat'ent 'cittorneysn"office'g' -usedby
member enterprises of PIPA Japanese Group

(1) Date of establishment

Many patent attorneys' offices were established

-272~



with the trerid-"a.rid':the',;'periodof'a.- marked 'development

It will:be>iIiteresting',to -noee that' this 'trend coincides

offices >established:'-prior to'this period is quitEf<small.

established'dtiring,.-this',pexdod;' The"'nUritber 'ofthase

About, one hil1f:'of' the:existing attorneys "officeswere

during':the,' 10 years •':periocl'rbughiy"'from 1960 to 1969.
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to be only 13% of the total. Similarly, offices

offices having a staff of 20 persons or more are noted

of the total number of attorneys' offices. Large

persons are noted to mark 40% which is nearly one half

Patent attorneys' offices with a staff of 1-5

(2) Scale':of"orgarii,zatidri (pexsonnek)-,' length of
experience of experts

of' 'economy :'6f>Ja.pan;~'

having just ,one patent attorney occupies one half,

namely 48%, of the' 'tota:l>n'l.1IDber ','Of' 6ffi-ce's~': Offices

cations, I to 3 specification writers are found in

tio~ writers are found to stand only at 16%.

under survey. Large offices with 11 or more specifica-

offices' covering as'many"'as"46%,nof'all"'the'office's

.,w;j.;th ,4,or }~0l~e<pa~r1:,;~:tt,9r~~:i~s~aD:d,;.at,:~~:S.

in" regardt.b,:tih~ numb~~::'6f::':p'Ei~~ons"wh~:;'~~~parespecifi;,,;'-



Table 1

The result.-cf ._questionnaiJ:e",sho.....s ..a large

6

N6:'c 6'f -'specification
writers

-No'-~::of'-'j;iatent:
attorneys

·-274-

Total"No'; ,'cif
persons

15

Average scale of patent attorneys'
offices in, term of p~rs()nnel

~e~gth of experienc~ of,the:specificatiop-writers,

On the' other -hand,_,with :respect,:tq<thi::ave:r:::age

experdence occupy 80~::ofthetotal number of.offices.

th()se:of~ices..wi1:h persons,havi,.ng- .,6. or,mqre:yeCirs" of

variance in the organization scale of attorneys' offices.

value in terms of office scale, an attempt was made to

Though some difficulty is felt to take an average

number was found to be at a high;,pep::etltage of-S.D.

old timers oflO or more:y~qrsl experience, their

Even when limited to thq~eoffiges having skilled-

show this value as in the following Table 1.

1965

Established
in



Lasbyear's;:.report shows the'/result:6i':sU£vey

tihat; 'the patientiodepar-tment; Lncav Japaneae enterprise is

not an organization consisting of patent attorneys,

but ,an' organization 96mprised)of,many:experienced

specification,::writer's. In contrraativther'etio i:',a -concju­

sdon-may-be-made :c-that,'-a Japanese' patent-attorrieys I­

office":is ::an ,'-organization:,having ;,riiariy. expe'rdenoed

specification ,writers .cenuertnc ': 'aroundvatfew-patreti't

attorneys'.

(3) Business ativpatierrc-atitiormeys "office

Patent a tto:meys ~!,:offices',:having,'supplied their

answexs .to. ,the .ques.t.tonnefre ':stating' ,that ",the number of

patent applications which they handled:during the past

'one:-'''year:,'was:,:200.,...500:,were found,'..to: consti:tute the

·majorityj,f :be,ing'B6~ 'pf, .tihe: bo tie.Limurnbez.' of:'agents:')

offices, fol10wed:bY,,::16%:of~:o'ffices:hand1iilg" 500-1000

cases'. - These twb being combdned: together:;':the number

covers 52%"bf-tllel . total: number of: agents:·,:" ceeaees,

These numbers bf::::applications" hand'Led-: by>the:,: agents'·

offices naturally are proportional to the largeness of

organization (personnel) of the agents'offices. Thus,
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,the ,offices having a greater.working,force:are noted

to :have the capacity of,'handling'a.greater number of

cases.

Witll respect to ,the·type of work handled by the

attorneys'. offices .otihez than the 'business, related to

the ',fi'ling of applications ~ the result of survey

shows'2cases of Ldcensdnq , 30 ceases :;of-investigation,

15 .cases.rofzmakdnq professionalopinion";:and ;2:cases

of litigation, per year. On the other hand; businesses

entrusted by·:U;S,. 'enterprises'are :notedto:be,;9. 3

:cases .:c~mcerning,:investi:gation-,which-i'sthe only

noteworthy.number among.a]:l',;'other: .mface'Ldeneoua.i-cypes

:c,,of -businesses ~

From the foregoing result:,' 'patent.:·-attorneys"

offices may- be.cconc.Luded to: :rely .principally on: :busi­

.neeeee relating: to:,'filinghof'-applications.

The-operation of: filing: -application will

her-eunder.-bewfewed in terms .ofo.Load-pex individua-l,:

specification,:-writer"i-; as . shownc in-:.Table 2~
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one person handles 10 cases per month, i.e. one case

provide a noteworthy information for the enterprise

performed. As such, the above data are considered to

:work

127782

Per specification
Per agent'" office ~w~r~i~t~e~r~~~~ _
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No. of patent

Number of applicatlons(patent & utility model)

From the result of survey, the number of clients

(4) 'rrype':'6f'·'clients:'6f::attoFrii:Fjs."''6££ice

Table 2

By simple calculation, this table.shows.that

above-mentioned data may, vary depending on the readers.

is completed every 2 ~o 3 days. The evaluation of the

However, qualityof.w~rk, cost and timing should

certainly have a close connection with the ~oad

side.

one year is as shown in Tab:le 3.

having placed orders wit~ attorneys' offices during
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9

42

4

of powerThough a matter of course,

u.s. enterprises

Middle class & minor enterprises
of Japan

Individual persons

Table 3

Average number of clients

Last year's survey shows that the enterprises

to depend largely on orders supplied from the enter-

to cr~ate inventions is outstandingly higher on the part

business at Japanese patent agents' offices is inferred

filing applications are mainly those enterprises in

prises.

3. Attitude of patent agents for orders placed by
member Japan~E;e entt=rpriE;lfs:()f ,PI"P1\. ,',JapanE!s,E!,:Group
to '·file domestic ~pplications - - ~ , ~ .

(1) Current :~ta~ of \'~'iili'z~~:i~~ o'f"outsid~' 'agents

which ask for the services of outside agents for

'of enterprises rather than- individual persons. Thus,



the ,fieJ,.ds" ()£c:: ~lectronics' and machdnenyt " These

entl;!:l::'pri.ses" ..ar-e zepor-tiedctordo so, because ofv'tihe follow­

ing situations, i. e ; ,(1): ,the"necessity' foxaencouxaqdnq

,the: patent d~partmentpersonnelto:co~qentratetheir

en.ergy:,:PIl the patent,:::administration -oper-atidon 6f-,:a -higher

leveL,prompts the - entierpxd'se _tioesendcout; orders,to

outside agents to under-cake-Ehat; -kd.nd of work',which:

may notbe.·handled'nec,essarily within .tihe enterprise',

and, (2) .tihe need :.to:,go. through with those items <0£

work whdch .cannot be -comp.Latied. within the enterprise'

by a -limited.•work .roxcerthereo.r , ;i.e. overflowing work.

In each o,f;the~.e, two: phaaeev. the type of-business whose

hand:J,.ing. .Ls, placed' on::the:, .hands of, outside: agents is'l'

in.vax::ial;>ly, ,,:,p,atE!n:t:. :appli~ation'.,

;.'l'l:J:is."qhaptE!:r::" .Ls dntiended to elucidate: the'

attitu~e:of; pate,nt;;; agents: ,:under,.·:the above-mentiLoned

s.i,.;tuatiOlli'of:!tl:l~.enterprdse. side, 'about business:

con9,ernil:1gfiJ..i,z:1g.~of,::applications; with: .the hope; for

more E!fficie:t1,t\ls,e,::o,f,:otl:tside agents Lnia moxec.desds-ab.l.e

way,_,;
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(2) Attitude of·, outside agents-for orders' received

Survey was made firstly:of whatthe<outside

agents themselves think desirable in carrying out-their

role-',as patent .aqent.s , The'result"was ,'that the .answexs

received from attorneys'officesstating the intent to

undertake, as specialists, the:enttre operation of

filing ,application.s:on.'an'equal"footing with'the

patent department of "clieritenterprise:,aInotinted'td 53%,

and those,statingthe:intent":to undertake, on-an :equal­

footing with the patent department :0£ -bhe.. enterprise',

.tihe -opez-atidon of filing applications in :stlch<fields:' of

cechnfque. -asv axe outisddecthe.ihandddnq" capecd.try of','the

application aectidon. Of the: 'client :ent.erpriseas:;wetl

as to undertake overflowing:appl1cations','were" notiedoto

be 32%~ From,', these reactionswas'sensed·,the;tiend of

the 'patent: agentsto:-appreciate>the' Lrrterrt . of 'the

enterprise sdde , However,',:;; it- baa: been made' 'clear' irani

this .survey Lnat, the outside: agents: do 'not deedz-e 'to"

undertake: the work not; as subcontrrecticxa bf- the enter':';'

prises, but that they want to do the work on an equal;

footing with the enterprises.

-280-



-281-

Unless,

the outside agent with only necessary minimum materials.

r.~,sp()Jil,~ip,l~,,;.:the,:,~ac:t:,,' tb;':l:t:_:thj=c<;ippl,ic':l:pt:.si~e;pr,?y~~e.s;

ag~nt:.s P.Cl~~,t out:..':.~l?" a,!:ma:ti77rf,pr" whic~;,:tll~:<pa:ten,~,

~nY~.Ilt:9F,.J:().th~ ()~:!=-,s,id~.,.p-9!=nto; F'()F-,e~~T:Rp~7' o;uts;~?~

vely __~;~,~In~~, _t:he , l3.e~~,ft,~ ~.(4tl.~p.y~n:tio~,.j;rom,.th~

with thep.~d,~i~;r_ ,tllfe:ent~~:r:pr+,s;es::for,rationaliza~

concern .J:'or;, :th.~,rE!:S.l?~PJ:,iYe: ,}~~t:7rprist=s" in conn,~c~,ion

~qt:,p~::;" nq~,: ,be,c.oI!1:e",:tJ1;e;_p~9"ges,t"~tt~.f'::of,

(3) 'pi6bi:~in~~>6ri;'fh~' p:~;r£'~f'~':I"l'~'ei~ri'i~s' (:re; trans-
mi,tta.l ,of ,.det~ils .of ,ilf:vent~on)

la1??:r ,';em?" :t:~r? _,:0:E ," :thE!"p~ tE:ffit;:4ep'~;~c;r~\~::.-.I?:e;:t;',~enpc;;t on

a tr~p.ci ,is, n9t:t::!d:?f._ t:~~,r:m:t:~fP,r;~~:.s+~t=::~?,::~,9":,~o,-;,save"

to!., in9l~d;ing.,da~~,aJ,l,c] eketiches o.f. d;t3.~i1?-gs,o cercednjy ,

such as brief, ~~P9pt,;pt r~,~e~:l;7ch.'p~eJ?~re:q:bY_"th~: i,I1ven:::-,:

the occasion J::h~.98I'l:~~R11s,()~ ~i:~n,:,~p.,:l;:;iClJ?-,,~:a:r=c(:>nyeYE:!q

to~ ,,01,1:t:s~d~ a,g~nh,.~;ts,a,meC:l.Ils,t()9pntribu.te: to,.,1:he,

application business, no good job (preparation of

howe.yeJ:;~.,s~f'fi9.i~~.t: ·A~fo~rna:t:..iOIl.on <tl'+E! i:;tye~tipn is

ma:t:E:!r~a~i;~t~9Il,P~~~id;rat~oIlali,~?~iqn.

.9:ep9rtIn~.nt '0:f,.aJ:l! e.r~t~rP.I:~se ",(aWlicCi!lt :s,i4e)

providecl.,t().t::.~~.o1.l:~,~,i,ClE!,.Oo;ge.nt,\'lhois a,s~e;d to, under-cake



specification) W?uld be expe9te~ as a matter of po~rse.

Thus, this may be safe'tyiabe'ied as the' pxco'Lem of

topmost ":impOrtance "and-:cOrtC'err1' a.t"Big' p~e;:~:eri:t. stage.

~sra'soiution'to'thisprobiem;'Qutsideagents desire

tete....a~'t~te"·dis8us'sibn.',.iith '-the/:::iriv~ht6r ; "iilid' also

periodical tetihri'tcal'-"orlentatibh 'lje'prbvide'd :by' the

enterPrise s'ide. pat'eht, a.i=pa:rfueht~:'of~hte'rpiise~

consider ;it nbt~WijrthY':'that:'drien:t~:tion:of 'spebifidat:ibn

writers: iisdesire~'by'many dtiE~'i'dEi agents. Thus'~ 'such'

orientat10n would have to be given pb1itrveiy,'~i~b:£fhfu

the'vi~Wpoint" 'of inaiing·:el£ibi~fi·e u~e:::'()f:' 'fi..mited"6'fli'b:~

wClrking'-hotirs~

(4)Probiems 'CiIithe" P~it.."df: :6\1tsfde' a'g~rits

.' To the "questior{' a's"t;othec'~\lses for.' Cii..ssatis':"

faction; ot' applicants ~htift;he'<re'sl.1it"of' j6b 'if" sli8h

causes are cbns.i.dere'd.' tc:)":d~si..de witl('th~ outsideagerit.

side/,the<'arlswers mentioned the fgiio{.ling:fuaj6f;<p6iiit~£

(1) no\;ufficient timecanb£('aff6tded"."f6f ili'4':"pi~paia~

tion of:'api?iicatibti:di::icurnerit~;'(2)'';§fualI'nes:s ':o'f;'6ffic~'

scale harripers'the urideftak:iri:9"'df:::~ti:Etidierit 'c:iIll6'urii: of

wo'rk, cii"ici',,· (3) too Iriubh t.i:rrie'~i~:'c011~iliri~d'b~fcir~:aj.(
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(5) Other'matters'

r:.ast"yea:i:: ii;(-'stfr.JeY:' sho~;; ','thci:t ':xrios't;o:{th:~'

(l)Selerdt±on';8f patent agent.

pre'ceding 'cha.pter,' 'a.h'df6r,,·'aD:oth.ei-'" i:hIng:;' the' s'eve'rE{

time": 11:mit'ati:on':tifF aT{;:'~:pptidl'tioh:"{§";filed, in';:vr~~::of

relatively"smal.l -drr sca:le"'a's' has 'h-e'gn-': revealed 'irithe"

the: part 6f'pa'tentagents since ma:ny Clf','-them are .

the' e"arI'ie'r\:lppi:tca.tibrt pr'1n'C:ipI'e',: b£- the' Japa.he'se:',patent

may 'come ":fl:-OIn", :for"one t.Hing~' 'shortagedf' manpower'on

apP:1.1catidn :is fi-l:~d~~ 'TheSe;'>c1i~satisfa'C't.Ion:&;:'pe:diaps\

Regarding: ag:ent? £e'e~ I ~il'swe:drs tatlng':-'-ibilling

prac:ti'ce'.

on fixed' rate::"b.isisi·::-or tlke' basis' ", sh6we'a': a high rate

as'2%. '-'The"iixed:':r~te':'i::ia:sis'w:h.ich gives ciear>';tdea'of

of'/96%~"a.nd:ln.ll:irig on 'tl.me":b.a'sis was"-£6~d to'/beas low

4.' Attitude'of:pa'terl.f' agentS"fororders:'p:faC~dby
memb~~:ap~es: ~n~e~~~i~~s,?f P~~A J~p~ne~e q~?UP
tcFfir-e:aPP'l'ica:tiotis "in U~'S'~A. '

applic-ations;,"toou:tslde .; agerits '~'

"cost "e'stimat10n would ce:d:a.iD:ly'be' 'attraCtive"to"the':

enferpiise'<side ".which 'seH'ds':'O'ut a.'ia.rg~ ntimbe~:'6f'-'



~~InP~:r:,~n~_~,z.:p:r:isE!? of.. <J?_I:~A c<;mtact.V.S. :_~9"t::11~,~_:J:W::Pl1:9"ll

~~pa~~~e R~~~~ ~gent~:fo~.~pplisati?~~ filed ~r:U.S.A.

The surY~Y:"l3;~,so shows" that the number,ot:U •.s , agents.

with whom: on~/JaPaIle~e"p:atept; ag~~,: La i ll -oonst.ant;

busin~ss re~~tion is ~e~~~iv~ly~~11/being~~o,3

offti.oee , ,In view of tl1e, larg,es;t" n~er:,()f,:a:~l::>"t!=~S

!St~~iIlg ,~h~:t-. ~J.;1;~: crite:r~c;>.n for 'tbe., sefect.Lon o f . U. s.

agents is the past results of work of the U.S .', agents"

it is conjectured that their business., relations have

l~sted fo~ ,f-5 ,P9ps,i2-t=:r:?p+e, ,leIlc;Jtl1:()~, •__ t,~1Il~,_._,

,.,On the..other ,h~:n,~" t-he, case~_, :that a"ll .5. _

_""at1:()rn,ey,s~ pffice is 4es~gn~;17e.9- R~ ~lle_ ~PJ?l~Pen~ side

are"BB~xp~9~E::ld~:r):!=~w~;)?~:i,ng,:,~pu:t=-:16%. Thi~"may lead

to.,the"coJ:'lcl~sion,that,so far as ,U.S. ~J?pli;c::at~ons,~~e

concerred'<'<~B~ ~i.ip:_~,llle~e :ent~r;pr,~s~~:~ti~e],:y:-€!Ift:r;~st

Japanese patent agents "!'~th,,;~e:l~St;.~?l} 0t::U._~,.,:::<l9'e:I'l,~S;~,

(2) Operations at patent agents

,_':rr,ansmittal,of "conte,J:'lt,s of. an .Lnverrtdon cfxom

a client 'tC;':~"piJ.tent i:l_~en~ for .ia .U.S. '~P~lts~~i.~;::'is done

in about 'a little over 70% of pate:~t: ~9'e:qF:~,,:~?":-,pnly

througl:l."documep,t;S P.f0v~q~,q to '!7h~:,p~tE;!~t:""a~~~~but also
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tl1±ohgh':iritkr';i:e~:'~'ith;~'-' p~'is6ri6rpe;:f~6hs: oi:the" Emfer';:;'­

pri;se--'in'chaige bf'pa't'eht'busiriess~ The fact that, in

many cases, 'the'Inforina.tibn ofcm'ih'v~ntt6ri i;;;'i:epleni~h~

e'd:ihrbtigh iht~riik~/;itl ,i5pi t e bf"th'e"dbpY"6f the'i3.lreii'dY

filed Jjip'ank~~':~pebifib~tibrip£6~id~d tb;;th~-;p.aterit

agent' i~ 8()nsid~ri:!d;'t.o':csigriifY th~t th~ 'impditaricie'6f

such"in~~hd.dri:;i~"hi~iL Thi~:r~ a' ph~~e ~hiblF'i~:stib~

stanti~ily\lif:Eefent tronftbe patterririot~d when apateht

agent i~ .i~k~d to fii~"a;"'dbfu~~ticappii6kti6h'~

"N~t, the'subJecf"'wiil b~;switched to the "extent

of chah~es ':'~de in the"6ont'Eirifs :b~t't'ieeri the 'japanese

application and its'corresporidirigU.S. '~ppiication:

Firstly, the ":dii:'io of "cofubItl~'d "appiic:;i't{'ori~'~6er'e'iri 'the

contientis of'speci'ficatioris'of 'tWo" or "more; 'Japa;riese'

appl1cat'ions:ate' c6mbined -"t6ijethEh:":in-tir'drleU.s:~:~ppli:~a~

tion reia:ti\irel'td 'the t6't~'i ,tiumb~;r 'of "U .s, appi i dit.i 6ns

is as la'.tge-"'ci:g '45%. This :abtinaiLhce :b':E'Cbrili'ined U.S~

appi:idatibHsrnciyb~ dU~',"f6r: dti~thin~ Itothe'diff~:rerice'

in.the;':pia<::t:ibe 'betweeh the 'lJriited"StC3£e~';'an(f:'Jap'ari

conc~ii1irigthEk'scCiP-Efofi:riZrehti6ri:~hich.'can:'be

ind,rp6tated;" trit:b '6nE?:' ::ippi i daYi 611-': A 'mCife': inip6r t ant '
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cause for :th~, coIEJ})i_Il_ed~PP:I..t.c.Ci,t:i.onIe p.0\'Je,ve:rr, +5 fOllside,~7"

ed t.c l~e ,inthe~¥lie~,~pplicat,ipn,princ,~ple,inJapan;

which prc:.>~:t::> t):le Inventor to {ile;,,~,';_appli.c':ltion

i~~dia:tely;upon.cRmpl~:ti9n~f ap ~:n~7llti9~,at a 'certain

level,. h0\'ftayel:" :I.0'W th~:, leY!7+' Qf, 1:1)._~s- inv,eJ;1t~()!1 may be ,

with0\1t ,w~i:t:i.!1g till thi~" inve~:tion,~a:t?r,~s:Lrrto a much

high~r,degrE!f; in level .. ~lluS!",<;l. co~ip.e~,.appli9a:tion

is considered to cover that weakness of eacb,ofthe

series of 'in~:i.Y:i.cl~~1,',_?lPP:I.iCCl:1:::i.9~s-,w~i9tl, \\T9u:lCl,l:>~ ~~9s;~Ci

~ftlleY.~e:rl3:f;iJecl: separat.efy ,.i!1,t,~e pnit;~d St~:tE!s.

It should benoted4erethat said 91l~ge:,()~

contents,o~_~:spe:9ific?lt:i.9I1:i.~do:n~,I1o:t,on:I.Y,at,thetime

a c,OIr!bi!1€!Cl. ,:;;~,eCl~.fic:a~~o~ .i,s pxepared , rndeed , as many

as 51% of the answers state that even in case a u.s.

application is "f.~l~Cl :Ero~ _p:.':;;in,9li: _J"apanes,e,app,l~c:~ti,on"

the contents 9,f the __ U~S,.,.!jlp'ecifiC:i3.ti.on "Cl,ri:.ch.~g,~d

materially. ,The _.:ibq,:,"e:E:~g\1:r,e:.ispy,,far,1;he:..~reat.e.:r:'

than the 37% for:the,c:hapg~,s made ip:jus:tt;lle .:E,OptlCll~t~(

items and,.the1,2%' f01:", no!=hang~." '1c'r~~,.;ll)1iY ,b.e: .consddez-ed

to represent..-:t;hefact; that .tibe R.,s., "speq;i:fOj.cCl.,tioll has

been s~stan:tiated,in contents bi;':,i:he .•?dgi.-ti,ol},of those
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examples conducted and t-he.ffndiilgsobtaine.d; af,ter the

fir,st-fil,ed :-=!"apanese.;appli.sat,~on.

"Then "",:Wh:i.S=1?-, o,f",the: :,JC'l.p<¥1e.s:~ pat;en:t':agent:and -tihe

u. s , :~?~:t.e~i3:E~ .. :l?;,~p.?+:r;,e~_:::th,E!:i~,C?lJ!Pl:~te:'.:spe.ci~ication of

th,t=.,p.S ."'::CiPPl:ip~tio;n:,,\'1h,~.~h::hEls '1?~~' .chus- cpanged

~~st:C'l.nti.:l.~~y:?,The.:ans~er~" ~e.l1,::t1lat, as;':high, as 80%

of.. tihe. ,,J'aP;me?e, pat~ll:t:,'ag~n:ts:,,plCepa:r::e., final ;English

speci,fic~:ti.oIl ,fpr ,~JliIlg:,:which inde.ed,:is:,-a, remarkable'

hig:h,::ratt::o, ;' TJ:li:s__ , J!1': fac'l:r:is" agr,eat; di·fference as

compared with the cases rece;ived;f~()mU.S.A., for,',

f~ling in -!ap.-m,,·ip.: w~;i~ll,:,iI}staI'l.ce::hardlyany:,:substantial

<?h~ge in cOI1temts;o'f"specif;iqa:tiqn ;is carried'.out·;>,and

the U.S~ sp!=!cifiS?l:t:iop.s, Cl.:r::e::t:r:cinslated"d:i.rectly into

the JaPaJ?-.E!S;~,:,+ang':!Clge,'el.Ilc;1,tl1ey,:arE!,:fj+eq,:as ::willbe

sta;t;.~d ,:l;at,e:r;',., "An:~,C'l.Y", :,l:>e::E9.J:'_~:,an \.;ipp1;ica,:t,i,QIl, ii,s' f·i'led

in the .Unf.tied ;S1?Cli:es. ~,'" t1l.,~, .:<::q.n:t:,E!n,:t,s" e>I:,::t:hg',specific.ati6n

in the~;nglisl1 -Lanquaqe ,is,:J:~yi.e~t=,d,':.andesubstantiated

to enhance the quality thereof. And; it is perceived

fr?Ill: ,~e,:" :s:urye~:,~.Cit,::thE!,:subs.taIlti,.ating: .oeeratdon is

perJp!p'''':9:, b¥::,the:_::hCl.Il:Cls,«(),fJ.aPCl~eS.e,,pa;tent~gen~s.
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(4) Pz-obLems' 'arid Other'matters

To the question as to whether applicants 'are

sat.isfied<with the reisults of" work done'<by 'the' Japanese

patent·agents, the 'majority of the i3-nswers: include

"sufficiently sat'isfied" arid "almost satisfied". The

reasons for -tbe satisfactioriin-Cl1.ide "adequatie arid 'quick

oommund.catidonv; "well:'versed ill u~'S~ patent practJ.ce ll ', '

"allowance hasibeeniobtiadned with the claims' J.i1.-:the'£'orm

as desired by::·crdencs.", "adequate measures' tiakenv-erid';

"low charge ,'high qUality":~

Among the causes for dissatisfaction'; those: for

which tihe.tappf.Lcant; side is zesponsdbr.etconstsf mainly

of: -nno suffitienttime:is;given-by "apjrLricant;" arid

11 incompletely prepared -first-filed:speci:fication:"'~ Other

remarks include:"insuffici'en.t'discl()sure of "prior art"

and ~lack d£'perfect appr~ciati6n of'the'inverition by

the person in 'charge 6f'patent "at cli.ent' s'pat:~nt

depar-tment;"

As-::for~ the:caus'es-of:dissati'sfactio:nfor' "which

patent agents,areresp6risible,thereare;'for'example,

"lack ot: sufficient knowledge of practice", "inproficiency
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dftr~hsi'at'itig~itbil'it'Yi·:,:;·i~t'1.p'abi:d.t~/6~ makl.rig adequate

advi2e" '.' 'al1a.' ns~li'ri~~s:b'f OfficErsca:i~'ii,.· Th'f1s~':'de''frdiE~:'

may be j1.lS'tifie'cf'ln view of 'theabunda.nce' of'Slniil:i~scale

patent agent~i offites.

5. - Attitlide':6f p;iteh{'~geht's' for' 6'rder~ pl.3.'c:~d by U ~ S'.

enterprises to file appi i bat i6ris: :th;Ja:l?;:lh'/

(1) M~bhs of cSmintillibktibn;:' ima. 'iht~rch.:iligeb::f:p~;r'~onn~l

IIl' c~§~:iJ.s;'~:~hi:e~p~i~~~i'~r'€;'·§.~plic~hts', .it is

asurirl'~edthXt"lc6h~id~::fiilii~:c.3.fe>i~ pi3.i"d" by"both the

applicatif:s:~riif;J~pi:lri~~e';!,iit~fit'ag~nt~ks (::gmph~ed 'with

the inst~c~;~h~.t~ ":J.ip~~:§e'el1~erpfl~e§~~i:apJ?iicarits~'

owing"i'o :':iiiEi ;diffE;;r:~nde"iri: "'iaBgu~g~~-:"i~ga.l :iikp~ct;:

mgnh~iE; ',arid' :'dri:st6m~ ~""~Jo~£'~pht:6'a1 .:coriditiol1~;'a.rid wha~ not.

survey·~2i.i;' Jri<illJ'e fi':f'~tiy \jr'tiig ni£'rin~f 'of'

coromuri:{C<il'ti:6n~';b~t~'~'eri":J~pful:~~~ :pEi't'eIH: -~g~tit§ tiriJ '11::8.

enteiP'~is~'s whic'ii: ai:'~ '~od'£:ted' :a~liy ft'tSni !:,j~p~'ti~' 'TliEff ,:::t~:§Jit

shows:that'·:'d6i1UrtUI:lfcat:f6Il's";'a.l::'~' u~a£1i§ p~ifdfiri~dfhf8tlgli

lefder~', '~hd'th'~t; d~" oflief'Ili~'~s ",,6'£ d8nuriirAica:tt~ri ~':::kb'b:ti;£"--'

one half,hcriri~iy: 4"7%:'; of'ti'ie"p'.iferlE: 'a~~:nt~":;il.'ri~~~'rfid::;tha~,r'

they use ~~lek, :'f6'i'i'6~iJd'by:--:i~~'fuari'§: a'geIits,;tis;in~:r:d-Jb'ie;::

-289-



on,~h~othe~ha~~,;~~;to thT:fr~quenpy,~f, yisit~

between outiad.de agents and u:~. ent.erpxfees, apo;lJ.t 20%

of. 9u1:~ide"ag~nts,,yis,ited Ir.S ."entt:!rprises. either

periodically or while they were in U.S.A. A150~_,abol,1t_

40% of outside agents were visited by U.s. enterprises

which" we:re.:t:hei:r cj.Lent;s . This shows 'the zeal" of tr. s.

enterprises to vi~itoutside_~g~~t~.

(2) 9o~~~de:rat~o~sgiy~~t~ll,~pp~~q~~Aq~~ are~iled

As, t:h~ ma~ters ;t:'equirin9;c:fires, C3.b9l:lt,o~e half

of patient; eg~nt,!i> poiIl.t ,?ut, t+:cms l i;l t i ()ll ;<:iB4,_p~~Pil:rat;i()Il..

of ~p~pif;isa1:;ipIl. so a~_ to meet ~e,~eql,1~rem~~ts_Qf_

the. gCl.p_at1e~e,Pcl:t:.ent Law. From ~i,s .:r::esu),.t"canpe

pec-cedved.. t;l1e;ir ,e9c1eavlJ;r~ tio ,f~XJ;lref3J3; ;,t;11~,-: GQJ?:,t~pts of

the; tJ,.S~, applic:at~,?J:l!?,in"J"apan,e,~e 1,ang1,lage ,spe9~fiC?a1;,iPJ~s

satisfying,th~,J:~p,aIl~sep,ract.i,.se._ The answer's included

the _:r;,~'fIa7,l?;:;;, tll9;t;,u· ~ \,sJ?~c~fi;?,~t,~()ps"_o,~,f(~e,,,fa:+J:hf,t~l:~y:

;tr~n_~la"ted f9,7""JJli,:ng, ~_ti,.';in","t;h,e,,),at_,eJ;; Ei;~El:g,~, 0,1: sup,":"

mfasdon of~emcu:;~s,,:_ a9~tJ;;~; CqIllIl17,~-ts;: were stated and

all}~p:C3f9ent:,~CW_!lla?~.p~t;h,e :,E:!_~;,es.s+qI) o~ qla,ims .so as to

mE:!et"the.J"~ga;ne~,~,PCl~entP::r::_':~Fti:ce. T1}is pp:~~~,;n of

ha,ndling a,ppearEi,t~ ~E:!_emp~Qyetif;E:!q~~ntAY~s :an
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expeddenc, fOJ:; ,:mit:igi:l.ting>:th€!;"",e,Ilt:ir~ amounu of; labor,_till

-t.he "gri9:J:lt.~ 9~.~ pa.,t:ent.. l\rlo:tl1er::E'~at:ll:r::~ is:noted"iIl::1:.hat

about 90% of thE:l,:cqrre::;poI1d:ing:;,.:ra.,paIl~s,eappli9;a1:..:t0ns,of

IJ~:S.: ~:,aI?P'l,.:i,ciitioI1~::have ,:S@51:.aI:l.tii3.1ly"the,s;.ame contents

;;~s, :f:llQsej9f. -rche 9:J:;i.9iIlal.;,tJ.~$~.'::specif.i,cations" neither

as, a c::oJ..11l?!llc:<l a.,pp1,i,cati:C)ll' ,.qf , pl,u:r:a1 fIJ.S. :,applic:ations

as a ,o,iyiSlioI1<:1;1",appl'icatiqn: ofc'.,i:l,,<(J,~S.•;, appli,catiqn. .This

would be <=Xp1,a;+nc:<:1;.,as.,bsdl1g due, .to -t.he -d.i.Efer-ence in

practice between. ;JapaIl. ancl,:U.S.A,.' such. ,that in "the

St,a,'!::.E!S, t:hc: (:requiJZemen:t: fq:t::, "cqmpletE!Iless ,pf, epecdfd.ca-.

.,tion"iS! :Illuc::l1: ,,'::;,ev:e,r,E!:r;,:th~:'i,n ,.:rapan, so ,that·,U.S.,enter_,::,,;

pz::i,s.es ',IYlilke,,'it'::a, rU,le:,.:;tq",COI).dt:!qt, a ;t~qr.Q.ug:h':,revie:w of'

the .poPt.E!u,t,s;, ",qf _:,spec:i,,:l::iqa.t:-i,gn befq:r::E!.-;,.fi.ling r:to.,'make,

the ~PE!qific:a.,.ti.C>Il::~(~pmpJ,.E!.te.•':

(3):Gc)llsi.de.r<:itipIls :9.iYE!n: for: ,pffi;cial: actions ,.

Among those procedures wntch -axe. ta~.en afte:I:.

the filing of em appliCafiori:,:,:what b.E:!:comes;-;a.problem

,:irL opera.t:ion at )3.g.en;t,s':,:.o.f:~:ic.es: .Ie, the,.:ac:tion to be

.eeken. by·.<l:he patent, ;Clg,~;ts for,,:the "NoJ:ic,e .o'f~ ~~easons

for R,ej,eq:tion,!~:.. rec:.e.iY€!Cl,:::from :the,;::I~aten:t., "O;Efice,,,;

Qf,f:iqial ,ac::,:1:,i9IlSl-: .desuec ',by ,t1J,~, ,:,Japane,sePatent
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Office often carry a s tertementi-made" iii;' a 'very'brief

expression', though gradually: fmproving', ""so "that "app.Lf.cantrs

quite often find themhard;"toconiprehend~

Under "such -cdxcumatiances "in 'Japan; as -manyvas "'80%

of patent 'agents 'report'official actions to their Clients,

together with an explanatlonof-the office action and an

advice -about-thecounte'rnieasures'to 'be',:,takeiiagai'nst the

office action. ·'Only'a -few patient; agents provide "an

English ',trarislatiori:'of the'·office action to the u~;s.

clients ~ However ,the fadtthat ne'arly '40%'of thepaterit

agerits; have -been ,'inforIried'by:their':'cli-erit' 'cu. S • enterprises

about' the :diffi'cultyt6 gr'aspthe<poiil't Of the official'

actions .wou'ld .be .a ,'matter ",caTli'rig'for"'theatte'rition::bf'

not only the Japanese Patent Office:ai.ithbrities"a16rie

but also of' all' 'those aapanese people ':who·:,'are'i in .tfie

patent: -bue tness cdztc.Les ,

'(4) Demandsand,'other:rna:tters

From. va'rdous xemarks. 'given in :theanswerS,t6> the

queatalonnadxev cthe're is noted a-Erend bfself..;;e:xa:miriatibri

on the part :ofpaten:t' .aqerrta ,'themselves about matters

havdnq created 'client"s ','dis'sati'sfact'ion-, .ee 'weB.' as not
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a . few tlli!1g~,,;~hi9h,.are, ..• de,s:ired: of, lJ.-,5.:ent.erpri;ses:.

Amol1g all,thes,e demands , .. J:he, .. majC?rity ,consis_te~d ,'of, the,

occur-rence of ... t-roubles 'due .t()lackof knowLedqe of the.'

.:raf'a,nes~:,Pat!3::ll"t: :1.<1W"" and:,pat€!nt,·prac:tiqe:: ,on. .tihe :parb' of

P.~S,.;": :E!Bte~ris;:es. Thus, .. the ,applicCint, ',side-,also': .Ls

~ected,of the~r ,efforts,-,to p€!pa,id,,;:to::get accustomed

to the;~~pan~se.~a:ten:tLawCll1d pra,ctice.

Other demands included the desire;:tha_tapplica~

tion orders be placed with reasonable:timc;~,limits:,till

filingt,__ an,d the -desdxe: for a,qll~cJc:ClIl9- adequat.e.ccep.Ly

to .be pro:vicie,d,' t(): que,s::ti:-<?l1s", ~el1t_:l:>y,.the. pater~:~'agi;nts .':.

These are consddez-ed to_,be wjl,ls::t;if;i<ib:I.i; .:.demands ,

Sqrne,patel1t a,g€!l1ts are ,trying:to;have,the

Japanese ..~atent::Law understood by U.S.· e.Ilterpris.es

thf'<:,":l:~'h:;:~uc::,~.~ea,nsa~:~,~i,ng ~;J;Cl!l.a,t:i;oIl,'g,f;,}:he,,:Law: in'

the l~gllt ,Cl~·:~he:p..s. ~:a:t€!~:t::, Law or .German Pa'tierrc.. Law:·,·

whdch .exe .more -or ,less :' familiar ,to .:their, U..S:...:,clients.

6. Cc;mqlusiol1, i

From .bhe r,es,ult::o:f.,,}:he:,allswe;r:-s :tq:-,:,the:

questdonnad.re t, -,~.a;1:-ten:Pt::w:as:.made.vaa aboxeJ.o get: hqld
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of the'genera'Ftrend On' how eff'ebtively'the-:"ent'erpr'ise's

are utiiizirtg,theiroritside ;'i'gerits';'-in the" aspect

viewed from 'tihe-voutisdde' 'agents" side'. Some major findings

of, the surveywi'll: Be- pointed' otithereurider;: 'and":alOng

therewith -ooneddexatidon will; he 'made es-Ec' the' means' of

achieving effefctive use of' 'outside': agents'; as follO~s:.

(1) Patent agents'which care 'utilized by th~mernbersof

P·IPA Japanese 'Group' des'ire,'to'wo:rk 'on an equal footing

with' the -pat.entr- depaz-tmentis ' df' ,the'enterp:d.ses",,'and--'

they cons ddez-tae their': z-ad.aonid ' EH::re'-to do' buadneaa by

undertaking overflowing: work which': exceeds the handling

capacity, of 'the'pa:tent'departm~ntsof: clients.:: More

particularly i'in the' aspectof'qllali ty,""tIle outside

agentsdeal:with prob'lems':as:s:peciall.'sts' in fields":'±n:

which 'the, patent- -depar-tmerrttpexscnneL :'fs more or' 'less

incompetent.' Also'," in" the' aspec't' of 'quantity,the

out.sddetaqeribs u:n'de'r'take'especially "tiho se :offer-at-ions

relating to filing applications which come out in

a large number even where these applications<b~long to

the professional tie chni.ca.L "fie'1ds' :of ':the: 'p'atent

departITientside~; Thus''''outsi'de'':'agents'are'cdntrih'lltirig
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complaints.

the working-out of some means or other tb'''~ii~vi;,it~:::;th~se

i\l~d,;'rib{:";;i:';fEi* dritsidg:';~gertfu dciMpii3IfiLnventdcns',

to' -th~':'paYte'At' ':t.iat16s' 'hi"the~~t1t'krpi-j.'k'~s:ib§': p'~tf~ttlY

accornptishirig'ji" pi3:rt'hi': :th~bl.f~l'in'~'i;f;h~ibn~'.i.ng"':tClth~':

the shoft.a~k"6f"iengtk"6f::;gfjhn§:ih6tif's~"it6m')t'bEr 't£me of

2) Mahy" ~'riti:i':tp±i~:~:~"': t~Nd':'t6'::';stitk ti»the"6perklffdn'

~;t1ie t6'a.vbi~i." th~':tbh'i~mhp'tibn' 6i'·'tihiEk: ~d;'~he'r4Y"bfthe

patient; d'e;i-;a.i-tin:Emt:;p;~£sbnnkia:s'tni.idr a~ pbskiBl~':witJ:r the

for those"~ktgfit:"~ppii;6ati6hslPl~'6~d'::8ri the"hcind~ 'of

out'i~d~1'gent§';: a't':i~'.i;~t tli1: 'th~:'sta.ge b'£'" f±l.1I1g tifiem,

Thus,'; :the~~"; i$':.' h6tib'~d :tht:!"p~~s;arii:e ';bf-:;:sinit~':'discorit€!rit

a{m"of"tn~t~'£iiitii'iln~ii ;;h~rg§L$~nfibg ~ithin tlie;':~ht~ipiises

on th~:pai:-t:; 6f:t:hik:-:bbt~id~"'~g~rltk 'with';i:~§p~ct';:t6 iri~tters

such' a~"tiie' afbi~§§'i~r::t:±<ksmitt~l 6f'fhe:~orit~nt§ 6f

rec~ipt:;6f'~ppii&~t.1.ori';oi'd~f:::'tilithe;"tfnii{"of :;i.iiiti'~

the '.&ppii8&tibii. 'It \ '&2tiia«:thll~ 'bi:r·:rietessb.'f.j ''ftii;thEi

erit~rpfi~~:'~ici~ ;,to::gi~e:' ~uffidi~rit'a6Hi3;id;~'f:~tfoI{ .-'t(}

e:fri:er!>ri§:~s"ipb-t'~E:d~pa.:d;meil{~; on 'th~irb~ha.if;:' a~i8~ing

th~' pat13n1Fdep&rtiri~h'ti'pb::ts'6hh~ft6' :engiig~::'irt 'pa.t'~iit

,: 'it'dmiri':i.:~fr;il:riOA::b;6sine"si3'·"6l:';i:i high·~t,:r.-e~kl'~



3), The ay~rc:ige,picture,,<?fpateI?-t, ..;tgeD:ts dn ,Japan,is such

t~at man~,ot~~~ ~r~ofa ~elaFiv71y~11 ~~a~~,

consisting,of a. few patep,t17t:tpI:Il,eY,s,;,'With a small staff

of e~erieJ:lce4,specificatton,~;iteI:s. So far as the

patent agents"u~ed bY"the rnember5,of"P.:rP~ Japanese Group

are,~oncern~d, ,many of· themhay~~~~ha~trong,~ndold

busfness '.oonnectidon wi:th",thei;" ,clients that the agents

art=:supp,liedwitil c()n~stan~ larg~>:~a~ch of orders to file

.,appl,ic~rti(;m·!3. ThiS; ,,),.n t~n"lff_ads,tp an overflowing

amo~nt;of,work for the ageI1ts~9ffi~~s relatiY~tq :t~e

r~~at~yelysmall,'Slc~l~,of:theworkingforce,~t :these

offices. T~~~,pl~s tnettmi~g limttation obyio~sly

result ,in a f~il~~e ,to,P~9vid~ ~ ~~ff~9ie~tly, ~ig~

qualityjo}:) to the clients . ~h~s~ :t:fd~l}~s aI>pear to

constitl1t.e the caus€!s"f.9:t:: ~omplailr~s of both the

.erJ:t;,erP:r:ise .$~de. C3,~4,tl1~ :~gellt, !;,i(ll;,., In, case an

errterprtse asjcs a patient; ,ag~:rrt:tq,wq~:-;Jc o:n";i+i,,ng .e>f.

appli9~ti9l}"it would be,I:lep~~~a,r~,for t.h~,el}terpri~~

to have a ,gqod :unCl~rS11:an4i,l}g qf, such, siruat.Lon. C>+, the

outsi,de~gel}ts,~,
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4) Incase'wh:er'e·'btii'~:i.de': :.i~;en;t~ -itie 'rectuest~i:{by

.rapaneae ,entel:];>ri:s,es·"to'fil-e":tJ:8.' 'applic'atibn's; ,',,' the

ag'ents'-maJeea;thOrough'goirigreview' of the contents of

the invention, 'arid:' conduct' "'inate':d.ai' cilanges" bf'" thi3 ,',

contents of1:he:specification:either'by

together a plurality of related Japanese applications

already-on file or byaddirig more examples, to prepare

a specification in a complete style~-

On the oth~r hand';'-iri caae JapaneSe outside

agents are reqlIestEid by:'U~S .<: i=nterprisi3s to file

applic:ations'iri .rapan; the"japab:ese'agents 'hardly make

any substantial 'change' in the c6ntents<df the 6rigiIl~I

u.s. specificatiori~

These differences in the style of operations'

at Japanese' agents for 'these two ']{'irids 'of--a~plit:'ations

are due malnly';;tb-fhe:"d'fi'ferellbe in' p~t'erit p'ra'cti;c'e

between 'th'e'-'UIlite'd'States and.' japan'~ That:LS , in the

United,c'St'at.es,'acbmpiete speclfie:a.tidn"-i's'require:d at

the 'stage-of' -filing :doItlests.'c:allY,' where'iis '{h' J'flp'an,

additiori' of:"contents cciH"be: d6Ilewith a'relative "easiilbs'i;

after 'an appl.fcat{or1 has: heeb-:filecf> Assudh,I'f
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circumSi:c:mp~s .~ll()w", i_ti::>,_Cl~_sira?l~_>~qr) _e:apa~ese

enterpr;ises aj.so t? g~ve,. ?_uts~de:~ge,n~~s_su:Efic~e{lt data

and _time _59 as to be eb.Le 1:() p,r_eJ?,~_~~ :~~_,:~p~ci,f.i;cat~g!1 of

a .repanese ,applic.3.,tion, in a qom:plete 5:"!=yle ,for: such

Lnventdcn .:isis _expec,ted: to ;-1:)e ,ap;pli~,(j~a1::lff,for-.

a Pftent:in,p.E;'A~

5) ~~plajori:tyc>f' ~tters ,to be, desd.red, of" c.li".ept: O.s.

enterprises by outisLde , ilgen:f:.s i_sJ~pI:'e~E:!ntE7cL!:?y, tibe.

latter I 5 JqlowleClge_:~:E ~e_ ;Ja;pa~~s~,P~i:l;llt ~aw and patent

practice at,the .:ri.lpan,esE! _~Glt~nt;pffip~.; ;TherefOJ;e,

efforts to ,assist _the~Cl~:r::stanq~ng9:f,t:hEl Ji9.panese

Pat~p1: Law ~~d practi~~py the U~S~ ~~t:erprise~,by

making use of various occasions will h~rein~fter,c~~

neceseaxy -

The <ll;)pve-::;tCited ":r:,e,su:r..i:,,pf ,s,urY':Y ",dees ,:~otgo

any further ,~haIl,t.I~e, ayer,Ci<J,e"p,i,c"l7'?Ie,/,o,f 'MapaI;l,~~~ p,9-1;:ent,

aqentis., It,is .expectied o,f, tl1~, re.sl?~st~y:e;, ;enteFpris~::;.,:

to ,grasp tll~,.ac1::uals~ateof.; -tp.ing,s,..:f;r:pm :.the,.~,0;r:.;etJ9,ing,

report:pl'9s;, tihe Feslll-t" o,f la15 't: .¥!=.a.:r:I's '13.urvey I.:,to"se.!=k

a poLf.cy most suited, i,or J:~e, Lndd.vd.due.L, ,t=!lt~rp'ris~s,.,

It is added here ,that,I:in:the_,r,epo~tofthe
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"CURRENT STATUS OF THE NEW REISSUE (REEXAMINATIONjPRACTICE"

By Willi"1l1 T. McClain
Standard Oil Company

Introduction

On March 1, 1977 I the united States:",Patent >and Trademark Office

(PTO) amended a number of sections ofTi tIe '37 of the Code of

Federal Regulations rela~ingto,patentexaminingandappealpro­

cedures (copy.attached). The stated purpose. of these amendments

was to improvethequali ty and x.eliabili ty of. issued patents. The

desire is that patents be as dependable, as possible, -so as to

enhance the incentives provided by the patent system to make

inventions, to -invest·in research. and· 'development , to put new and

improved products on 'the market, and to disclose inventions that

would otherwise be kept as trade secrets. Many of these rule

changes stemmed from the 1966 report of the Presidentls commission

on the patent system, and impetus was 'prov Lded by the failure to

promptly enact legislation recommended to strengthen the u.s.

patent system.

In 1979, legislation was introduced in both houses of Congress to

permit reexamination of issued patents in light of newly-cited

prior art. The Senate Bill, S.2446, entitled "Patent Law

Amendments Act of 1979" would permit any person to request

reexamination of a patent in light of prior patents or

publications not previously considered by the PTO, and the courts

would have the option of sending pending patent litigation back to

"tihe PTO for reexamination.
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The House .bill(H.R. 6933) is an-omn i.bua b i.Ll, which includes

reexamination among-anurnbe.t:,:offeatures 6 ,Howeyer, the House bill

doesnotpr.oyide for:the s~ayof liti9atio(1during_ree,xam}nat~on,

by the PTa.

There have been published many fine articles on practice under the

new rules, and I will not ~tt~mJ?,t_toC:~YE!I;_Hllof,the,c.onsideration,s,

of whether _,to,,,S;pply,}0J:' reE!)(C!m~,t'lEl.tion" whE!:th~r to _fileapr,:)~~st

under a reissue application, or ,other such mattE!rsrelated ~o

reexamination. However, I would like to cover with you the following

matters. One, how have the courts treated a request for a stay of

litigation in order to apply for a reissue patent? Two, how do

the courts view their power to compel a patentee to seek reissue

involuntarily? Three, what is the effect of reexamination on

subsequent litigation involving the patent?

Reexamination Under Rule 175

Among the rule changes by the PTa, Section l.l75(a) (4), was amended

to permit a patent owner to have 'ne~ prior art or other 'i~form~tion

relevant to patent~biiity co~~id~red by the PTC by way' of a reissue

application wt t'hout' 'making any'~hang~;~ iri';'fbe ciaLms'~r \~tlk specD~Y­

cation, in ~ffe~:r'-a reexamination prccedure , This net: proc;ecf~re

was stated tb"'b~ai.l·FhOti:z:~d::by:'i5'U.;s'.'C.::251pi'ov!dlrig f6/ ~~i'~s\.fe

of defective p'a'teri'ts. ih:: Order't6'h~iJ?':br:-i~g :::t'he{'mo~3'{p~it'irikri-t

prior ait;,',to ~th'eattehtibh of thePT'd') SectI6ri'--t~29T(arrt'bt.,'prbVid~s'"
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for public protests against pending reissue applications and requires

the furnishin'g' ai' p'r'ioi art documentsvr e.l i ed upon. The procedure

may be vused at 'any -t1InE{ "dur-ing"the ':Tif~"of""<the::p'atenY~ Our-frig

Lt tigatJ.6n:~ a 'fe:-dera-J.'dourt:·'-may, if 'i f':'ch6oses::; st'ay 'p'rbdeediliej's

to permit new prior art to be considered by the office, so 'as to'

reduce the burden on,the court and reduce the cost of litigation.

Th~::'rie,,/'rbie:~'~ provTdea depri~'t"Sie"fr6~ prior ;'PTO:'pr'ac~tice fri':"tha't

reexami'ri~'ti6:ri of'cl'afms p;ur;~-ti'~nt'to the::o~:th f ii~d"- urid~i' 'R~ie

175 (a) (4) 'is permitted without requiring the applicant to admit

that -there s, in fact:, any''-'defect in the patent or that the

claims are inoperative or invalid. A iindlngby the PTO that the
t.:'. ":",'--:,':;', '::

original claims are patentable over the art or other information

submitted by the patentee results in the rejection of the reissue

application on the grounds that there is no error or defect

providing statutory basis for reissuing the patent. If during

reexamination, however, the original claims are rejected over 'the

cited art and the patentee desires to amend the original claims to

overcome the objection, then a supplemental oath acknowledging the

defects in the patent and i~,~ntif¥ing_Jhe aC~\laJ. errors which

render the p~tent invalid must be filed satisfying the other

subsections of Rule 175. When the claims are amended and the

suppl,e:ruenta19atl1 ,i,s, f.i~ed"pro,se:c~tion Ls condue t ed substan t i atLy

as in C=()Ilv~I1tioI1,al,re:.issu;epros,ecut~(m,except, th}l,t,lirrd ~~d_

part LcIpe t i on fsaffordedtq,a; protest.or , If c,J...p.~ms .ar e ,found
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'--::,", :
re j e c t.ed

: ',:', -, ., ':' c ':>",,":.:';' .: ::: ':':,' ~,: ..': ,:C' ,",:::

record of prosecution indicating that the ExamIner

for use in any subsequent litigation.

Announcements of all reissue applications are pUblished in the

Officlai" Gazette, ana' '~aii-reissue appfications are open

inspection by the general pUblic. An¥ partY,who wishes to protest

~n a reissue application may submit written comments to the PTO.

Participation by a protestor is normally limited to ,the filing of.
\"," ,",," "''-, ,.," "

~~buttal,pap~rs res~9ns~ve to papeF~_filep by the patentee. The

PTO may require that both the patentee and t~e protestor ~~r~e

c~pi,~s,of "C1,~l papers f iLed on their opponent.. ~ As a general

IIJC1,tte,r" t:pe,protef:jto,~, has,no right t:p,attend, interviews or

otherwise participate in the proceedings in the office. Under

sp~,c.,LC11 ;,p,i.rcu1Ust:at;l,ces";.__ th~ prp" 9i:i:s indip,ated,tha:t,:a~tendanc,~, at

interviews .i n oral afgpm!=nt:s:: be Eor e "t:he: ,B,9a;d,pf",Appeals ',m~y: be

pe_rmi t:ted .,The: :d,egre~ 9~"pa~ti9ipa,tic>n:pe,rmi~~ed, "~: ~~Qt~stpr, is

discr,e,ti.o.n,ary;,with t he. ~TO, a~d::,:~t has ,l:>e,~n :~'ndic,q,~e9'~ha~,,:thePTO

is t~nding, :,towar,(L:g,reat:e:r:;,pa:r:t:iq,ip(:l,t,ion, .by pr,qt,est,ors,'. Unlike

truely interparties proceedings, the pro,:teE>"t.o:r:, i:,s,pr',O:,v:ided.. >wi t h no

the original claims ov~r'fh~"~ited"art is ava'iS'able 'to th:~>:'publTd

patentable over the art, a reissue patent would be granted, and

the patentee would surrender h i.s' britj±:ria:I.' pa-t':ent'~ :ff',ri6rie 'O'l"'th:e'

ct~:hIfS are fdi.irid"p~:t~,~nt;~bfe'dver' th~:~tt; .]': r'ets:~u'j~{'p'ei'terit wOuld

not be giriiit~d:;:hb\$'~:\t'~r, th:~ p~t~ht~~ t&8biJ fkt~'ih his: 'or tgiricii

patent. :T~~':'PTO' de't;etiU:fri~'f:i'on':'of'-'pri'teA'-f'abiii~y:;'in'I:'~:issh~:

discovery by the patent office.



Reexamination Sought by the Patentee

A number .ofpases. have been reported in which "a .pat.ent.ee has squght

a stay of l,i tigation in order to app.Ly for areiss~e pa t ent, The

courts have drawn no distinction as.to whether the Pat~ntee is the

plaintiff, inan~nfringement_9uitorth~ qefendant in a suit for

declar,~tQry judgment. Table I summarizes some of the cases:

These cases a~e compiled in the attached Index.

Table I

Patentee Seeks stay to Get a Reissue

Case Date Court Result

General Tire March, 1977 D. Del. Stay denied.

PIC I May, 1977 D. Del. Stay granted.

Fisher Controls Nov., 1977 S.D. Iowa Stay granted.

Sauder Sept •• 1978 N.D. Ohio Stay granted.

Starlight Sept. r 1978 S.D. N.Y. Stay denied.

Rohm & Haas Dec. , 1978 D. Del. Stay granted.

Fas-Line Aug., 1979 w.O. Okla. Stay qran t ed ,

The powe:r \:J:f acourt:·t6st'a'y 'Ii t igatibniis bothinhe'r'ent and dis"";

c r e t i'onary , 'in: 'deciding' 'whether" to--'order: a';stay, the' g'e:'neral

approach vi s to balahbe"the,'c'Ompeting' i.riterests, S'eeCMAX i 'In'c. v'.

Halli300 F.2d265,268 (9th cir. 1962) • The 'balancing test has

been vused 'i n veve r y- caae where' the paterite'e'has:'so-ught'-a stay to>

apply-for: a'r'eTsstie paten't::.
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On one;'.sideof"the',balanceis ,the,,;burdeI:l,:.o_f.:'Cl.e+~Y:Wh.i.¢h,r'esults'lf

the stay is granted. The court its'eTf',is::,burdened":'sirice it has'an

interest in clearing its doc~et, and the party opposing the stay

is, burderred because normally his int_erest will, be:' to conclude," tht~

of two factors: (1) when, during the litigation, the delay will

occur and (2) the length of the delay.

If the stay is sought early in the litigation when trial is years

away ",,:the' -delayLfor ,·reexam'fn.:'atioh-is incons:e'queneial~:' At:"£he other

ex-treme~, a delay' On the 'eve; of>:t:rlal' C'ouldbe've'i:Y::'di's:rti'p'ti've:' 'An

example of aneve''''of~t'rjal':rnbt:ld'n'fOr;:a :'s'tay:-rs'foti'nd'iri Genera'l
Tire & Rubber Co. v. Watson-Bowman Associates, Inc., 19'3" USPQ ·ii~i

(D. Del. 1977). The litigation had begun in 1972, extensive dis­

covery' h'adrbe'en: cOrrip'1'ete~r~',,:and t'r,ial ih:ad;:'b'eeh)'<se:'f-:;'f6'r/'Apr it~' 19'77'.

On Februaiy22; 1977';:':Gehec'al Tice, the'pla.iritiff-paferi:tee,j ':;s'ought

thes,tay ~ The cour err-efiused- 'n:Otih4f' 1;hat: ,lITiTfthe new' '!iEi!l'sstie

procedure 'had been ayaO'i-lapl,e,:':at',Lan','earilie:r..:,is tage' 'bf thl'"s caae , >the

courc would ,Q~-:f_ar more .i:rl,611h:ed",:to':,:stay,the;:pt6c~edlng's· to

realize:;the: benefits-i,of: the PTOis", Lnputi " I'd!. ":ae 4ff:i~

The' probable 'length of the: delay 'is' 'the s'ecOridVar fable;fri

assessing the burden. When the afu~nd'e'd R.uie":i'75':"~cis;fit'st

adopted, there was a two-month waiting period. In 1979 this

period was eliminated. Several courts have stressed the

importance of this expediting procedure in reducing the burden.
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Se~, e:.g'. ,;;Fas~Line Sales &'.Rentals, Inc~,;'v'.:E-Z Lay,pipe Corp.,' .',

203. PSPQ 497 (W •n, ·'.Ok1a;1979).•

()J) t.he other side of:the:balance are the'pbtential':cbenefi:t'swhich

,'InJgJ::1tresult from reexaminati'on .by the':'PTO.'·The:-co'urtshavedls'':''

cussedcnumerous benefits and t he :wei-ght,to:be given each. Fisher

Controls Co., Inc. v. Control: -Component's:, -Inc,.','- 196< USPQ 817{S~:O;

Iowa 1977), is often cited for its list of benefits.

.one cited benefi'.is... th"t tOl' ,court .will rece ive. th", PTO'S expert

c5?,pinf(~mon patel1t,at>il:Jty,,~ This"benef-i t·:_,is "most ,;;significant,cowhen

the art is comp.lLcated. a;I19 j,th.e:p.~a.r:,e:>,manynew1y- d Lecovered pt,i,.or

a,~t spl,lr.ces.

,~:.s:e-condJ~p~:r;:,t,a~t.:b~pE;!,~.it",is }~ha::t:: the. PTO.,;r,e:e,x:amina,tion:,may'i. end

~;~:e;:~;it~,Q~lion.. I}l"t~q cases the pa tent.eevs tLpuLat.ed that.,he';

woul,q :.qed.iq,ai:e ,:thepa;tent.: if: tl;le. :p,T,Q conc.Luded-ithat; the claims

were not; p?-_t~ntp.b:le:~ PIC, Inc. v--. prescon'- Corp. ,,:195 USPQ:525(D;;

Del. 19J7)""and,Fas.,...Line Sales & Renta·ls~ Inc'. v,.",E __ Z Lay-:':,Pipe

Corp•• 203 uS.PQ 49.7 (w.o. OkLa , 1979h Even without such 'a s t.Lpu-.

lation, both litigants know that the PTC's decision will be given

grea t weight by ,thec0tlr"t~ ,So, depEm<J:i,.ng upon i:he:::P'.L'O 1,5 dec ision ,

the sui t. ITIay be drpppedor se,U1"C1.
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Resuit

Order ..

Order

No-or.dert,

No orde.r,

Ordere

-No o r.d e r .:

:,--No order ..

N.D. Ga.

c-Cour t;

N.n , Texas

S.D. F1a

C.D. Calif.

N.D. Ga.

S.D. N.Y.

N.D. Ga.

, ,D. Del.

Date:'"
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June" 1978

Sept., 1978

Oct., 1978

nec,., 1978

,March, '1979

Aug., 1979

Aug., 1979

',Table 'II

Nonpatentee A.sks -cour t .to Orde-r: p.aterrt.ee td:se'e:k:' aJiReissu'e:

O,ther.::.:.benefits,th'aE::'have, been named,'ar,'e": --(--I) a reductiori'ln dis'"

covery problems, (2) the reexamination record can be used at the

trial (3f issues can b~; more easfiY'::lirn:i':t:::::~'d for trial, a:hcf:(iy::',:r

r educti'i'on-of cost i'

Reexaminafion SougHt .bY '/the Nonp.:4t?Eitftee"

From the"f-:ace of-Rule, '17,5 it appectr:!::C:thaY" the reexaminaFi.ori: 'p-r':b'~

cedube:::ccm; be Invoked )on1y at the '\¥1-~'h 'b£' i,the pat~'nt;ee;:: a'ut':' it

was:less "than one yearCaf t.e r the a.in~'hdea, 'RuLe was a'ddifted be'tbr'e'

the courts began to order patentees to go through the

r eexam i na.tforr ;'p-rbce:dur'e'. ~hil::( ':indica:t'e:s::,,:'" perhaps .more 'than

any thing ;:,:jus:t:' howfnuoh 'the 'cdurt:'s"ar€:' i h"faVbrdf:'r e--e'j(:am'iifat'± o:ti'~'

Table::,':I I .summarraes. some, :of the': 'cases, 'T'he'se:'i'caseE(' are:'compilea<

in the::I:ndex.•

Case

A:lI;l,in,e :,~,!1g:,.':ing

K-Jack

Choat II

Will

Choat I

RCA

'Bielot:nati~
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The cour cs..:.Jn ;'the~.i?-,r·ly cas.es. apparently assumed::"that;;they.

po.s!3e9~,199,;;lh~cpower':,tq, .cC>lIlpel paten.te,es,:.,to ,seek reexamination.

Howeve J;', l:o:,!l0n-e of, :th.em:,a<:1.dfessed,t:he, .ques t Lon. of where::thi s:powe'r,

came from. Finally, in Sheller Globe Corp. v. MobayCh'emical'

corp , , 204 USPQ 1052 (E.D. Mich. 1980) , a court faced up to the

questLon .and de,c.ided that,·.the, power was -Lnher an t,

Antonious QC,t." 197.9 D. Md. No order.

Slirnfold I Dec. , 1979 N.D. Ga. No .order ,

Sheller Globe Jan., 1980 E.D. Mich. Order.

Coe Labs March, 1980 N Ill. Order.

Slirnfold II June, 1980 N.D. Ga. Order.

Milliken Research ; JUly, 1980 .D.W. s»: No order,

John,son &,Johns,on :Aug.: , 1980 7CCA No order.,

Resultcour t.DateCase

Until then, only one court had exp.res"s,l.y:, held that a court is

without power to compel a patentee to seek reexamination.

BielornatikLeuze & Co. 'v; Southwest Tablet Mfg. Co , , 204USPQ 226

(N.D. Texas 1979) • More recently, on August 1, 1980, the Seventh'

Circui t court of Appeals, in Johnsoh;: & John'son, Inc. v. wallace A.

Er ikson '&·:Co., held:.-:tha't·',a distr ici:- ccur t; has no author i ty to

compel 'a patentee. to seek reissue as'a cond'I tion to pur au Lnq vhfs

remedies ag:alnst an---alleged infr Lnqe r , Th~':'''Court stated that

neither,Congress nor tne<Commissionef':of' Patents and TrademarkS'



has authorized reissue proceedings to be initiated by anyone other

than the invent:'br 8i'his·its~ign~'~~

Effect of Reexamination on the Subsequent Litigation

Under 35 U.S.C. Subsection 282 every patent is presumed to be

valid. Hqwever the ~ourts have differed" w.ide.Ly }~S t~ just what

this presumption means and to, \Y'9~t it applies. It has been stated

that the lower courts have ,~,~~en.t:W5):,~,~s~ip?,~.pC>Eii~"i(:ms /,I:"eg,arding

the presumptions: (I) the presumption is evid~nc(?,;,supportJng

patentability which can be weighed against contrary evidence and

which can be strengthened or weakened by various facto~s,~nQ (~)

the presumption merely shifts the burden of proof. D. Chisum,

patentsSubsestion 5 .. 06 [2] (1980).

~hen,a;,-p~teI1,~ has be,eI1re,E!X:Cl~in~d,in+ight: pf,~,new~y, di~pov~r:e.,d_:

prLorvart; .and the PTQ.has,.ccmc:lllde,q: tJ;1gi,t.tht?: c.Laims. ·ar:.e",s;til-l

pa~entabl~", the,:-pr~f5tlmpt;.i:9n,.of:..:ya~.id:i 'tY. appl.Lea ',in;the .subsequen.t

litdg,a:tion.• , T,he. qases,wllich.,have bl2:,~n:;,¢lecided:·take,very: different

approaches ctoward',:the ;:1),05 t~ r eexaminatJonpresumpb Lon;
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In National Tractor pullers Ass'n.,',I~C::. ll.watki_ns',20S US~Q 892

(N.D. Ill. 1980), the PTO had decided that the claims were patentable

over the new art. The court was willing to give this considerable

weight:

This court, therefore, finds that where the validity of a

patent has been tested in a protested reissue proceeding in

the United states Patent and'Trademark Office, and where that

Off ice has determin~d'th'at" ti~e or i'ginal patent was properly

granted, 'this court will not find 'contrary to the findings of

the Patent Office absent a :fh~rOugh'~onvi~tion~~;pport'ed by

cLear" 'and conviricingevic~t'Emce 'that,' the Patent O'ff'ice's'-decision

. "wits :~)rioneolls~';

ra , at 911.

A similar approach to the presumption was taken iri'Korri1'ine";'Sanderson

Engineering Corp. v. Ingersoll-Rand Co., 205 USPQ 314 (D. Del.

1980f~ "The 'court noted that the:"reexaminatf6ii'decisi6ri"IRearit'fhat

the '''patent~in..;.su{t is entitled'tbiirpiesllmption of validity 'and

"must 'st'ahd'unlessits :'illvalidi ty is :·:aeiri6ristr'afed by c'Le ar-vand con-

v i nci-nq' pr-oof ;" Id.at]18'~]19. The cOl1rt'·:wemt on, howeve'r, to

disagree with:,·thePTO: by hold-ingthat t.he vpat.erit; was dnval Ld

because of obviouspess.

~310-



l\"f<9;:c: d Lf f e r en t; ~pp'r?,ach,~as;,t:Cik~n in Mooney v'~,Brunswick .Corp , ,

206 USPQ 121 (E.D. Wise. 1980). The plaintiff had sued the ,defendant

for patent infringernent~ The defendant turned up 56 items of

ior which had n?t ori9+I1a~~¥ been..

coris Lde r ed , The Li t i qa t i on w,~~",s;ta~ed ~;hile;th.e Pi3tent:was,

reexamined. The PTO "f9.und .t:_h~ :t?'lS;,~~s"t:? st,i;ll"b~.;p.:l:t,ent:?l:ble~ In

its explanation, the p'TO mentioned onLy t he IT,IOS1;:. re,levant,of the.

56 items.

The court seized on two items of prior art which had not been

specifically mentioned by the PTO~ The court declared that the

presumption of validity did not apply to the two items since ,they

were not mentioned. The court then held the patent invalid as

being obvious in view of the two items.

The facts in the fourthcase~'PIC 205 USPQ

228 (D. Del. 1980), were similar~ A patent infringement suit was

filed, tl1e"iitigat{6'n was stayed, the PTO reexamined in light of

newly 'discovered art, ahd the PTO concluded that the claims were

still p~t~rit;~bie:. U~i;i:ke'the previous three cases, the patentee

then moved for summary jUdgment on the issue of patent invalidity

by reason of'pri6r'~:i:'t:: 'The ~rgumen:t wa'~ that~he ~TO~'~':decis:ion

shbuld 'b~ gi~i~n n'preclUs :i~~:~:ffect·~ 'by::'fhe cou~t.

The cdurt::cOnC'luded:th:S:fcdil'~t'~i~'{~stbpp~'l did ~()tap'ptY:'b~'~~use

the reexamination procedure did' ·'rtbt gi\1~ 'th;{ ci'~f~ri'd~nf':an<'ade'quate
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opportunity to litigate his claims. The court went on to note

that:the.>;PTO.'.S decision would, however, "stren'g-then the pre aump't i on

of 'validity.

The effect of the reverse situatioh, whe£e 'the PTO reexamines and

concludeS. that 'the claims a"r~l.i'npateht'abfe,:'-';is an open ques tLon ,

Al though' -;~h~;'p~t~nt':~e"'kili:r'et:~:rri';"h'i~';cirig:iri~l patent, i't seems

cle~r'that his pbsition will be very weak. One court has 'addressed

this question in dictum:

If 'upon examination of the provisions of the prior art, the

claims of the patent are determined to lack the requisite

degree of novelty or invention, the court may determine that

there would be no question appropriate for jury resolution.

Lee-Boy~anufact~ringCo~, Inc. ?~~c~ett, 202 USPQ 573, 574

(N.D. Ga. 1978). This dictum suggests that summary jUdgment could

be granted to the alleged infringer on the issue of patent

validity. Chisum also suggests thats~~mary judgment would be

appropriate if the PTO concludes that _~lle c.Laima ar e unpatientab.l.e s

[Il t can, be argued that the reissue applicant should appeal

the rejection to tlle I3oar<3 ~J :A:p:peal~an~"if necessary, . to

the courts. An adverse decision by the reviewing courts

\'lC>J.]ld1?e,entitl,ed t9 res,jud,ic~t,a ~tfep~ _undE7rthtPr::in~ipll:s

of ;the Blonder~Tongue decisi9~.
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D. Chisum, Patents Subsection lS.03[il[el (1980r;

The'te' has~;'be'en;;6he case' dec'ided'::'lil: wh''fch the:' PTC' fc,'l.1h'd': ':t.he '¢iaiih~

to' ,be:; unpa t en t abLe upon' "reexamf.nat'Lorr' 'and yet the' 'patehtee

Components, Inc. v: Va1tek o, Inc., 0204 USPQ 785 (5th Cior. 1980),

is·' probeb.Ly best v i ewed-aa an'::,aheI<rat16n. 'Th:e"clis'trlct cour t.

decislbn'·,' Ls notv'reported t ';'g'o much,,: of', the iit'forrn;3t'lon , cbme'i;'::frorri
' .. , .. ,,' ,'.. ' ... _. ,_ .... ", ,.. ' .... ", _.. ." ",:. ,", <.._'_"'" .:": '_,' ';",',: ::<_:. ,0;:':- .:.

Mr .,:::Tom>Arnold ',s-addre'55 at the-- 1980 Conference on"t.he, patent 'arid

Tr adeaar k.voff i.ce,"

Thep1aintiffsohad 0sued the dHiifidiifits fb,. irifr irlgincjC1iiim 17 of

a patent. The plaintiffs moved for a stay to seek reissue. The

cour tvrefiused tiocs tiay the"litigati6n~ 'N<dveithel€!ss,:' the

plaintiffs applied for a reissue patent.

Before"ithei'tri'al beg'ari~;- the; PTO:"'domple'ted:'i'fs ieexan1~:ri:atlail:"and

conc.luded ,:,that:'Claim>'T7 was tiripafe'h'fable -::beCa'use I't; 'was oblifous in

light of the new art; The ',:friaT"wii's<be'f'6re"aju:Cy, ciii-Cl the"court

refused to admit the PTO's decision into evidence. The trial

court <apparsen tLy r u'Le'd thctt-"the'dec'f'sT6n' Wcllitd ,be'::url'f'air'i'y

prejudicial under Rule 403 of the Federal Rules of Ev'i:'de'dc:'e':'-

At- ,:the oonciLus'Lon.eof-etihe ::-tr:iiar',Claitn' ,'1:7' ':was"'fourid" to :be:'--v"al'id I

arid :the def'endan:ts' Lwer'e' fOll'rid":giiflty:',:of :Iii'ti'Thg:eine'rif:. 'rhe"Fifth

Circuit affirmed and held that the trial court had not abused its

discretion in excluding the PTO's decision.
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Pending Reexamination, Legislatjon

In August, 1979, senator Birch Bayh (D-Ind.) and Representative M.

F"ldw"ll. But.ler (R,.ya.) each.introdug"dlegi.slationthatwPuld

provide. a 13~.i,g,ht).y _dLf f ererrt ree:K,am~n,~tJon,:procep\lre;.; :The:, bJll, is

named the pa~entJ:.aw Amendment e Ayt, S. 24.46 (copy.ia t t achedj-, and

was .p.assed by: tbe senat~:.}n;.~,arch" 1980.. On Augus.t::20 "·l·g,B.O,, the

House_,J~dici~ry:ComIl1~ttee'_i3.ppro\7e;qH,.R. {59',3.3,.. It Ls.j expecued that

th:e;,ij:ou~e_,wil~:_;p~~~ .1:he b;.~l ,anCl:::.:;:1: .\tl-9Uft1,·; t.hen, gO.t,09,: confe r.erice

with the senaee , There is,,,Cl ques t i on as tq,whe;ther:"tl1e .senat;e

will accept the patent po.Ldcy and independent PTO_'P+9'7-~s.iql).o.f."

H.R. 6933. There is also a question as to whether the president

will s~~J:l: ~h~::~;~l i~ t.he ircl~p~n9~n:t; ~?J9 prq'IJil:i.~qn:<~13 ,apc.epted,,;'

Some of thediffe,renqe$. between th,~".preS~I1t: proceq.ureS:'.::9nd:S,. 2446

are as follows:

1. U??:er"}\1l1e;-::1}5, ,:,t;tlet':e;~;am.~~a1::~.qn:)proceClllre pan bevLnvoked

"I)ly by the pat"nt"e.UIJder:~he.Ac~"any partycpuldinvoke

the reexamination. 8u~se;.9ti<>'I1.s<~02,,:-303_~

2. under the: Ac:t, th;r,d":"p.Gl:r:~y:,;:~nyolve~ent:::would.be :,gr<eat-ly

curt.ad Led,

3. Under the Act, litigiltion would be stilyed'ils of, right if the

;s,tay;}s.sop..g!I:,t: pefp,re:,any. -r-eEi,pon,Ei:iv,e p.Lead inq, ;Tf::"a- st'ay:,'is
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are often suspect.

5. hhCle:rRuI'~'l75'~ ':th~-;- pafEm;r~'e r~lai:'rI~ his or iginal patent even

'il-{h'k-:'PTo' f':{i1d~m: tkit th~ bi'~'ims are ~npate~E~bie over the

n'~;~ -a'~:t:' Under th~:Abt-,"tih:~-::'p;o: couid ca~ce::I.: th:'~ claims.

Subsection
C

308.

in:" hk~-lf~;st s()l1'9h't~'~;~x-~m i'hat\'bn.

examination of the adversary's themes rather than affidavits which

4. iJin:i~:~:,-'the A~'{'~ 't'h~-::'general:;: r'~i~ woul'd";b~ that a;:J.-i'~-'igant

obJ:'~c'tiblls'-''-to' Ree~'~rilin~h'i~ri
It:khouid::'6e::ri6-f'~d:;\~.h~t': -th~ present/ reissue practice and the

t/top6's~';d ~:~'~~~iriiri~tiori-;'{~gi~lk'ti6ri aie ri~t:-~n'iv'~rsally welcomed by

lawyers. For example, in his t~ik ':~t th~;:;1~8();";'conference6n the

sought afterwards, the decision would still be d-isct~:ti:6~~~i~?

the ,,()Jr t .subs'edti6nij'd(a)(1).

Patent and Trademark Office, Torn Arnold pointed out that, among

other (Jbj~(J1:i()ils (1) addi donal d~r~ys of up to 2-11z years have

be~~:-~~p~iierig~d in protestecf'reissue"proceedlngs, to the

prejudice of the patentee, and (~Y:-';rear-;'~~~id;e~'id~nce" ~hich is

e.g., on sale evidence, public use evidence, live cross-

generally before the court often does not get before the Examiner,



Conclusion

The reexamination procedure under Rule ,175, has bscoms very popular

with courts involved in patent litigation. As soon as the

patentee r eques cs a stay,., the court will undertake, a ba.LancLnq of

the benefits versus the burdens. With the PTO's exp~~it~ng

procedure, the balance w~llnearly always _tip ,~n favor of the

benefits. If the nonpatentee asks for reexamination, a court may

or may not compel a re~ssue, application and stay the litigation.

If the court stays the proceedings, it will probably instruct both

parties to participate the reexamination th~,patent~e as

reissue applicant and the nonpatentee as protestP~.

If the PTO finds the claims to be patentable over the newly dis­

covered art, the presumption of validitX,~Ll~geapP:Li<:,c9.ble.. If

the PTO finds the claims not to be pat.en t ab.Le , tl1E:! pa t ent; ~,!:L!,':9-,!:

the very least, be s~ri~us~¥ ~eak~ned.

The Bayh-Butler Patent Law Amendm~nt, Act Ls Li.k e Ly to become law

during the next session of Congress and will alter the p~oce~ur~

and effect of patent~eexa~ina~iqn.
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'ii1dex Part't

""~~'exi':::in:Xtfo.ri/So Jghc"',b :?, ',' 'the:jMn':-Patren t"ee

205 t:SPQ 892 (l1.D. 111. 1980)
205 USPQ 314 (D. Del. 1980)
206 USPQ 121 (E. D. Wis. 1980)
205 USPQ 228 (D. Del. 1980)
204 US?Q 785 (5th Cir. 1980)
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:Ree'xamina,tibn'S'Oli'ght by the 'Patentee·
1. General Tire 193 USPQ "479 (D. Del. 1977)
2. PIC I 195 USPQ 525 (D. Del. 1977)
3. Fi.:sher Controls 196 USPQ 817 (S.D. Iowa 1977)
4. Sauder 201 USPQ 240 (N.D. Ohio 1978)
5. Starlight 201 USPQ 307 (S. D. N. Y. 1978)
6". Rohm '" Haas 201 USPQ 80 (D. Del. 1978)
7. Fas e Li.ne 203 USPQ 497 (W.O. Okla." 1979)

Effec,t'·:o f Re examf na tion
'1. ~a'.:,' 1,:Tractdrs

Komline,;,.,Sanderson
~!oo,ne:v'

4. PTG,'II
5:.:- ;tdn:tro~,G,?rnppnents
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'PUblic oyer their objection. See J 2.:n for
trademark. a.pPl1cat.J.on,o;.

3. aeeucn 1.51 is revised to read 8.8
follows:
§1.5JG.mt'nl l:'tqiWli1ft 01' au apilli­

calion.

8UGGl!flted . that
If l.Ul5LDdU33

for a new rule
t allowance. 81tua.~

where a .Iltate.iDent
eaee could be help·

an examiner wlth­
re&soWi not 5UI­
t; when an appl1­

argumentll for
eexamJner ftnda

the patent are opeii to inspection by the
general public. and cernes may be ob­
tained upon paying the fee therefor. Al­
ter an award of priority by ~the BiJ8rd
of Patent rnterrerences as to allpart1e.s.
the11le of any interterencewh1chIn'­
vclved a ps.tent, or an a.ppllcationon <a.l Applicattonsfor patents must be
which a patent has Issued, isstmilarlY made wthe, CoIlim1ssJ.oner ot Patents
l)pet1to public insPeCtion and procure- and 'rrademarzs. A complete application
mentot ecsiee, see I 2.2'1' tor trademark comprlse6:
tlles. (1) A specification, inclUding a claim

(b) AD reissue applications and all ap..· or claims. see 111.71 to l.'l''I'.
pUcat10rla In which the omce bee ac- ". (2) An'oath or declaraUon, see I} 1.65
cepted .1'equest11led under I 1.139. and ; and 1.68.
related papers In the a.wucaUon file. aze (3) Drawings, when necessary, - see
open to lnspeCtion by the~ imbUe. 111.81 to 1.88.
and. copies may be obtained UPOI1 paying (4J The prescribed fillng tee. (See 35
the fee therefor. The 1Uina' of reissue USCsecttonUforfillngfeesJ
appUC&ttons wl..ll be "announced In the (b) Appl1cants are encouraged to .me
Obldal Gazette. The announcement 5ha1l • prior art statement at the time of filing
include ~lea5tthe !lling date. reJMue tbeappl1catlon or wtthlnthree months
application~ ortginal-pe.tent,number8. thereafter. Bee Jf 1.97 t.brough 1.99.
title. clilM and.subclau. name ot the In· of. In f l.52para.graph (tJ L! revised
vim1or. -name of tbe owner at. record, to read as follows:
%1!!oJl1e of, the attorney or agent of record, §,:1.52 Lanl(\Lll!"<; ,p.per, ,wrilinj;, mar.
and eumJn1ng group to which the reissue dru.
appUca.tion is a.sstgned. (a)'I1lespecftleatton and oath or dec-

2. In 11.1" J)8,1'8.i;J'&pbs <b) and fd) laratloiimust be In the Englishl~e
an'rev1sed to read as follows; except SB ..Provtded-fn I 1.89. All papers
§ ).14P.~nt '.ppli~.lion8'prnen,(.d in which al'e te beoome a part of the pe-r-

~rtty. manent records of the PMeD.t and 'I:Pe.de-
• • •.. .• mark O:I!I.ce must be Jrg1bJy wr1tten or

(b) Except a8 provided In f l.1ltb) printed in permanent 1nkor Jte equJ-va­
abandoned a-pplicatlooa ue utew1se not lent in quallty. All ot the application
Open 10 public inspectl.on.~ that if papers must be presented I.n a form
an a,pplJca.tJon rererred to In. U.s. pat.. baVlog su!!lclent clarity and contrast be­
ento or, ,In an appJ..icatJon~ is open tween the paper and the wrtt:1ng or prtnt­
tolDspeCT.1on purwant to 11.139, 15abe.tl- log tnereoatc pemdt tht!'pJOduc;;lon of
doned.8Dl\ is aVa.ilable. tt m.a:y be te- readlly<legtblecoples many number by
apected or copies obtalned DY any penon' use ofphotograph1s. dedroorafl.o, photo­
ODwr1tten request. without notice to the offset, and nilcrotnml:ng eeoeesses. If the
appi1c.a.nt. Abe.ndoned. APPllcatioDB may papers are DtK, 01. U1e required quallty.
be dl!6troyed after 20 years from the1r substitute typewritten or prteted papers
flliDg-date, escept those to which par- ot suitable quallty may be requ1red.
t1cu18.r auenttoD. -baa been ealled and
wtUch h&ve been maned for preserva- 5. Section 1.55 J.s revised to read M
ttoa. Abe.ildoried a.ppllcations wW not be follows:
returned. § 1.56 DUI:" 01 di~O!Iare; Sh'ikinj;\; of

• • .pplic.ni"ns.
(d)· ..·AJ:iYdec1sion of the Board of Ap- <a). A duty of ,candor and good faith

peals. Ol'"the Boe.nI ot Pateni Interfer- wwardthe Patent and Trademark Omce
ences.: or any dec,isioD at the CommJs. rests.on the inventor. on each attorney
sloner on pet1t1OD,nototberwise open 'to .cr agent whopreparea cr.reeeecutee the
pubUc inspeetion shaD be published or appllcatlon and on every other tndtvidual
~ ..avaJ1able for PUblIc mspeetion If: who1BsubstanUveJytnvolvedtntbeprep..
U) 'nteCcmrJitssionef' bel1evM the deer- arationor prceecuuon of the applkatlon
lI10n Involves aninter'Pr'et&t1on of pe.t:en~ and who is assoctated with the inventor.
laws orregulalJons tbst would be crun- wJth the ,~jipee ,or wt,tb anyone to
portant;precedent value; and (2)- tbe whom there' is 'an obUga.t:lon to 8lIsign
applicant. or anY pe.rt;y involved 10 the the appI1cation. All such mdlvlduals ha..e
lntet!erence. doe" not. wtthJn two months a duty to disclose to the omce informa­
after be1n8' noWled of the IntenUon to tion they are aware of whtch Is material
make the decision public, object 10 writ· to the examinat10n ot the applicatIon.
,mg. on. the ground that the decision dis· Such information is matertal where there
closeS'lf. t.t"adesecret or othet'conftdentialisa 6ubsta.ntia1l1kel1b0od that a reason­
JnJonnation.U,a decislond1scloses sucb able exa,miner'wouJd consider it Impor­
1D!ormatto!i.ihe a.ppUcant or pa.rty mall taut In decidingwbetber· to allow the
'ident1!Ythedelet1ons 10 UuI text of the application to Issue as a.patent. The duty
dedli1oriconsldered necessary to _protect Is commensurate with the degree of In­
the 1nformatJOn. U it ill considered the volvement In the preparation or prosecu­
'entire decIsJon must be witbheld from tion of the applIcation,

d . . :(b)· D1.sclosW'eS pursuant to this sec-
rea as thepubllc to protect such 1nfonnaUOn, Uon may be made to the omce throuJ{h

..'thes.ppUeo.nt or·p&rty· mWlt expIa1n .wby. e:n-'attOtney-or'- agent'-haV1ng"W5POns.t~·"
.J 1 Fdt'll o(lE'1l1o th~ pul.lic-. APpllcants or pe.rtiee will be given time. bWty for the preparation or prosecutlon

(a) After • patent ba.s been Issued, not less than twenty da.ys, to request; of the application or through an m­
the sPeCl!I.catlon, draw1ngll. and aD pe.. reoonaldera.t1on aDd seeII: court review be-- ventor who is acUDg in his own behalf.
pers relating to the case 111 the file of fore anY portIoDB of declsJoDll are made Disclosure to sUch an attorney, 90ient or
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~raI· persons commented
&bould .1Jl'Ov1de .proced

from the uaminer's-statem
ressonJng. The role-does perm!

ee to comment upon. the
s reasocJng. U the appl1ean~

t wish to comment. he m.a:v reserve or
later procieding, w1thoU~ prejudl

1....::~·~"'=bU;;ttal=..~'l'J:X'l OF RULES ADOPTED ,

After consideration Of· the comments
receIved and ~uant to the authority
oonta.1ned 10 J 6 of. Title 35 of the United
States Code,' Part I of T1tle 37'otU:1e
Code ot Federn1RegulatloIlS'is amended
as set forth below.

8ecUon LIIis ±'evisedto.................... . ";,;,,.
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Inventor shall satisfy.·thedut7.wi;,h re- prescrlced ·inp.68, Se-en.153. rcr 'de- § 1.99 [.p'I ..li,,;, otpriora,~.~lalt'!l"ni.
speer to the mrormanon disclosed, o! slgn cases and! l.162'!orptant.cases. I!prior"to·lssuaI':ce .cr..e. p"ate~~,,:l.."l.
any curer jndl~ol.du3.l.;Such ,IUl,&t.tomey,., • .-',. .. applicant.' pursuant- to,h:sdub: o!:di,ol"\"_
agent or l;:.\:entorhas,no'.du~y,to,trans- 8,' Sedion 1.69 'lSadded to 'read as sure under § 1.56. wishes to !?nr:i{ to ::~e
mit In!ormatlon which bnot'material to follOWs'" ''''' ." attenucn of,tl:J.e Office ~dd:t~Qnal pat.
the examination o! the appttcetton, ' _ ,;, ,'; ,',',' "':' ',,' ents, publtcattons or other·:=-,!0rmo.:,,:,r.

(e) lillY appltcatron may be stricken § 1.69 :,Foreign l:tonpage oall,s,all<lde<'4 not preV10usly submitted, theacdit:0: ':.1
f1'Cl111 the_~~1!: (1) ,:s,igIl.ed or swornlat.l~n~, ' , " ,'" tnrortnenon sbould.be-subnntted.to 'the
:.to,.m',blii.IOCor,,:wtt.b-~.t,acc~~tln.!i~.~()~,.;,_,__, (a)-·"Whenever.g,n Indh:iduatmak!ng:an,,,!!, O~~e,~c.EjtR",~Qp,aptt;'"";IH·Pl:gR~n...~,,,It
by the: appllc!ll'lt..: ,9r .,' ........•. "' .• ' oath. or deetaranon. cannot'understand... mayPe, 1nclud~,ln a.supp1e:meIltaJ prior

(2).: AlteI'ed .9r"Pru;tIr ..tilled" In,atter:, Engllsh;theoath or dedarat.!on·rnustbe : ar1: ... ~ta~ent.,p~. may., be:,,1pCl:)rp;~pt!'l:!
beIng si~~or,sWorn,~ .': ','" . 'malangua;ge:wat"suchlndiV1dUBJ',can int(l,otheZ:.,e<J-lDlIlunlcapons.to ,be con-

(d) An appllcati.~n sl:i'aJ1 beistrlcken understand and s.tiall state't.hat sucb.in- sldered.i:)y,the e,~iner.,:AnY ~rr.it­
fI'ODl the, flles,i[Jt ~:establlsh~,by,c.lear d1v1dUal·undentandstheconteo.totallY, tal,'of"lldditiona1. ,In!0rnlation-, ,shi:\ll,. be
and com1nc.ing. evidence that aI1YJraud dOiCument.S to which the oath or declara-" acCoinpan.1ed.b,. expla.o~tlol:l.S.·..9C .reie-,
lf8SpracUee<i- orattemllted: QU:the:·Clmce:; Uoinelar.es.. . vance and ,by coPies Jnaecordalice .wi:•.'1
tnconnectidn w1thUortl:1at there was (b) Ull.itss:tbe text ol'anyoath or t.he:req1lir~e:Ilts()fI'_l.98,. "
anY vtolat1()n of the cluttoC disclosure declw'at1on: lil' a Ianguage.Otherthan l1.sect1cill~l09.faadded-to-read as
through bad faith orgros,s.negllgeJlce. E1igllSh is a' form provided,or,,apPl'O~_ fOllows' .' "

8. Ip. the heading precedm&, ,11.65 b,.~..eP&te:D.t'and'Tmdemarll::Omee, It" ,.',__" ."C,.".,"'"", '"
"STA~:"is,d~ , .r ".. DiI:.5l;'be,.&'otripen1edbya ver:ltl.edEng., 11.109,R~IU,toor.dlowan~._

'1. In I US the headtngBJld para.. Usb't.ransla.UoD..ezcept tba1in',theca.se'" If the examIner"bellevesthat:\he~.
it8ph (a,- are~.w::re~asfollOWS:, of, an oatboz: decI&rat1ontlledunder ordoftheprosecutionauwholedoesnot
1].65 O.th ord~Lu.lion. , 1.65;,thetnJ,tWaUon may be tuedinthe ma.ke dear his reasons ,for allOW<-!lg 8.

() (1) '1"he'appUca:Dt,it the lnventor' Ofllee net laterU:1an~ months arter the claim Dr.,clAims.,.the,..,exammet; rna, ~et
a "'.' ....' eli flll:ngdate. ,.',; , . for'th.5Uch'reasoriJn'g:'Ih1S,s~.:aJlbeL'1~

must statE!-that hevertlY~l1e\"esh1ms :': -." 9. The heading "PRIORARTsrATE-" cOrwi'a:ted'liitoBn'omee"a:tuoo:l'eici:t-
to be theOl1g1Ilal· ,and t!i'sC;' tnven~ cr.. M:EN'r" II: Qdded'follow1Ds U ..ii' and- tnt: Other.,cli1i::as:':ot"tb'esppllcatio,l':"or
d1sCoverero!t.bep~mach1De.man: preceding I 1.97. 'C'" ". ·.b!l.the'sUbJed.o! a'~~colr..c::.,~':.
UCacti1re,~=t1~af~~ :;:ts' 10. 8ect.ietn,1..97 fa added .to read as 'eat1Ori't(i the appllca.ni: 'TIll!' appilc':-'nt
~r:.::~.·'thM b,~':e.~:'::;knO'ff and - follows: . Di#t,flil!:,i(~tatem,eJi.(~entL~g, o~,\~e
dOes not beueve'lliat the &ame W85'ever § 1.97 Fau.g or prior art ,nalemc:nL ,ressot1ll' Jor,Iill,~ce~tllln,ro1ch,tilIl:e

U -, .'be-- ,. .,' .'..' u may.bespecified..b;'the ..e:'tamm er.known .or·Used in,~: nlted States (a) As a means of complying w:!th F'aUure to" tlle.sucb: ast.i:tement'.sh.i.ll
foro, hiS l.nvenUon or'dIscovery tbereol, ,t.be,dut,'01 dIBc105Ureset forth tn,IUS., liot'gtve:nse:to.':anylm:PlicaUoD:,t.'lat
arid shiill state of wha,t eounR'Yhe 18 a appUcanta are eI1lfOuragedto:.tlle .. prior, the&PP1Jt:ant'~Wttl:i6raeqUlestes
dtiZenand'wherebereG1desandwhet.ber an,statementG,the"umeoltwne"the" ,'., .. , .. ". ,."',
he "Is-'a sole---oi'join~, myenteir,'~'the;In- "appl.lCatwfl" or:", ,'1rU:hiD., t.hieO "mOnths" ,in the __ ~&Son.tt?:,g ,,'?":the,exap-un~.: .
ventiotJ: clliJJxledin'h1a..appucaUCl!LIJ1 'tberea!tei' ;;rhe;!tatel:nent mar, e1~, be ,l4..In§L17S,.paragrapbJa) rsrevtsed
everyong:tn8J"a~,the apPlka.nt Sf:I)El.1'ate f~m"ihespecUlcatklllOrm&7 to~;as fO~'iiS:;,.".,:", ... "/
must d1st.1nctIy'state t.ha.t., t;o the bestol beincorporated,tberein. ' lUiS: Rdi.Sl'i:e Oi:It.'i'o'r dt'<'lai'iiodori.:':':."
hia .!l::nowledgeand, belielt.be1rm:nU~ .(b) Tllestatementsball~e,as a. . , .. ...,',.. ,. ,.', """:
hal not been.1npubUc: use. 01',011 sa.le tn ~reserita.t1on tha; :tbe: prloI':az1"I!.'!tOO (a) ',APplicants· for; r~isst:e, In.·a.dclt:on
theUnlted, Stat.esmore,~:one.,~ ~ere1n includes. 'In,:tbe:optn1on:or the to,cdl:nply1ngW1th_·the're<lU~emenUl,of
PrtOrtoh.iaIl.PplJc.a.t..1Oo or' .paten~,or person fUlng ,It. -theclo6est,pr1or act tbenrst.'5entence"of:U~65.mustalso:'Je
deserJ.i>ed in any Pr1n,ted. P!lbl1~tIoD1n of whtcb tbatpen;ori.!s a~;,thelltlU;e- with the1:rappUca t1ons & statemen~ uncer
any COUIltrY beCorebl.11nvenUonor more mentllhaD,uot becoostroeda.sa repn- oath or decla.n.t1on,as follows:
tbanone·ye-a:rprtor'to blsappllcatlon.or Rntatlon .thA;a ae&l'Cbhaa: been made::· (1) '.Wbeu the;applicant'l"ertly belIeves
patented or made the subjec$ of an In-or,t.ti&tnobetterart. eXiSt.<;:. . :' ,'. :.',: 'the ortg1nalpateDt·w bewholly.or,panly
Tentor's eertifi~te, in any fore1gn.coun· U.seCtr"'· .f9il sa added w re&d.' as Inoperative or invalld;.statlngsuehbel1e!
try prtorto' the date ol~' appllcatlon ·follOWS-· on. ., ,... . ·;,:and. thereason5;wby.
cnanappUcatlOll·tlledbyhbnse1forhJs ' , ..•" .'.'.;.'.'''' (;ll When Jt fa claimedi,that,:,sucb
lega.l:'representativet;.',orasstgns DlOI'e 1 ],98 Cimtmt or prior art "tal"".. nl~,. . J}atl!p.~, fas.et,:~operaftve, or Jn~d "by
tbantweive months pI'1<r to his appn., . (a) ,AD3 statement tUedunder.- I 137 - ~n,of "a, dl'!~ec~ve,,~ift~~t10H~-,pr
caUoo Inc'~ C()untg,,~must.:.~l•... ,Or .11.99 .ihall, lnclude.:(1) ..~list1ni:,of drawing," particUlarly specit~":ng .sucb
edge a dUty.~ dJ3cl.08e In!~nnaUDII1 be Is :,Pat-enta.- publlcat.iOn.s ,or other In!arm.a- defects. . ,
aware ol 'ii'tlicJ:l is matenaU.othe aam14

'" Uarl'Bnd (.2) a conclse'aplana-tion oC the (3) When It. Is claimed·'tnat such
natJoa of theappllc:at1On.He:.,sball state :relevance'of e8.cl:lliateditein.'I'be'state- patlmt fa inoperative or mvalld "by rea,­
whether 01' not any applJcaUozi Corpat.ent mei:it aha1l'bea:ceompanied·.· b7 .. a··eop,. son of.the DBten,teeclalming:r.()fe,or lea
or In.vent.or'1Icerttflca.te etn.the:aame In- 'of each~ __ pe.tent:.or-"publicatJon:.or . thaa",be:,~,~,i!'I1gl:l.t,}o.,clalm.,..I1l.,t?e
l'e:ntJon ~ been filed in 8n7 foreign other item of Information In.. written patent," distinctly speci!~ing the e:tc~
countrY. eIther by himsel!. or hill legal form or of at least. the po,rUons thereof or insumdency In the cla:ll"'.3.
representatJ.ves or as:stgns. U lU17 such considered by the person 1U1.nB lobestate- (4) .When the applicant Is aware of
.ppl1catlon has been filed" the applJcant ment to be pertinent. prtor art or other inlormacon relevant
aha.Il name the countr7'fn wh1eb. the (b) When two ot moro patents 01" to patentabil1t.y. not. prenously con-,
earliest such appllcatlon WB.! filed, and publicatJons consJdered mateI1al- ti.re sldered by Ule Office, whlcb m;gut ca!.:se
aha.Il give the day. month. and year of Its bstant1ally id tI.cal a copy at a rep- the examIner to deem t.~e orig1nal pat.:nt
filing; be shall also ldent1!y by countrY ~ntatJve one~y be included in tbe wbolly or partly inoperative or in'l":i!id.
and b,. day. m:onth. and year at fWng. statement. and othera me.reI7 listed. A ps.rtlcularlyspeci!y1ng sucb prior art or
every such fOrelgn application.6led more translation 0.1' the pertineIlt portlona 01. other information and requesting that
than twelve montha before the 1lling of foreign language pa.t.ent.l Of' publicat10nl if the ezamIner so deems. the applicant
the appUca.t1on In t.hJs: country. be permitted to amend Ule patent and

(2) 'I'his statement (1) must be lIUb- oonsldered mater1sJ. should be t..ranrmlt. be granted a reissue patent.
ac:rtbed to by the applicant. and (U) mt1.~i ted it an ex:ist.tna' tranlllatlon is reudilY (=1> ParlJcuIa.rl3' spec1!y1cg the crora
either (CJ) be sworn to (or atnnned) as available to the applICant. or what m1ght be deemed to be errors
pronded in 1 l.6/J. or (b) tncIude the 11 section 1.9V b ~ded to read as relled upon. and how the7 &roBe or
per.;onal declarat.1011 of the applicant as follows: OCCUlTed.
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RULES AND REGULA nONS

the Office In duplicate in the event H'tT­
Ice is not possible,

U.lill1~92 paragiaph Ib)ls revised
toreec.ee rcncws:
§ 1.2'J2 Pllblk ll.-.e pnx'('o('dill~~.

• •

,6 ISt3tmg that se.d errors. 11 any,
a::-""" "wnnout any.c.eceptNe Intention"
ou the part of the appltcent,

rev iew of rciecuons made by the prlm:..ry
examiner, should' it have knowledge of
any grounds for rejecting any allowed
claim thatlt bellevesshould be COD-

15. secucn.r.rrs is revised to read as sidered, it may Include til. Ita dectsjon a:"
renews: statement to that effect and remand the

case' to the primary examiner tor con-
~ 1;116 Eumination o(",i~!u~. etderatlon thereof. In suclr-event, the '<bJThe petition' and' accompanying

AIr or:lgin8l ejaim, ltre,:"presented inBoard shall set a pertod,.not:less,than papers should either (l) retlect'that a
uierereeue appllcatlon~ Is subject tore- one month. within. whtch tne applicant copy 01 the sazne :has been served upon
exa.m1natton~ and theent1re'sppUcation may submit to the primary examiner-an the applicant or .upon h~ encmev. or
will be exammed In'the same manner as appropriate amendment, or a showtng ot agent of recordr or <2;)' be flled with the
or:lgtnalapplicatlons,subject to the ruleslacts. or reasons. or both, In:·order, to Office 1Il duplicate tn the':event service
re.latlng,thereto, except1ng tbatcIl\1s1oo' avoid the groundsset forth In-the state- ts not possible. 'I'bepetltlonand eccom­
will not be requirl'4. Appllcatlons for re- ment, oftbe, BoB.rdof Appeals. ~fthe panyl.ngpapers., or.a noUcethat such a
iseue wm be ectedon bytlle eXaminer in primary examiner rejects thepreVlous!y petiUonhas been' filed, shall be, entered
advance of otber'appllcatioDS,'but not allowed claim or cIa1ms.,on,the basts of ~th~ appIJcaUonfile., ,
sooner than two months after announce"; such statement,.theappIJcantmaY·appeaI
ment of the 1lling 01 the reissue appllca- to tbe Board of APPeals from the rejec- fo~~~~uon'1.34618 revised to read as
nonhas ,appeared In the 01llclal Gazette, tJon.Whenev<:!r;a decision, 01:the ,Board

01 Appeals includes a remand, tnet dect- fi J,3:«i Sii:n.tu~ and ,<>trlifical<> vi "I.
HI. section 1.194 is mise<! to read N Jl10nBhall not be considered as,' e. final tOl"lll'y.

tolloWs: dec1s:1an.1n the ease, but ,the Board of
fi 1.194 Or.1 h~lIring. Appeala eaeu.. uscn.eeectueren ot the Every paper tiled by ana:ttclrIll"Y or

proceedings.before the prtmary examiner agent represent1!lgan appltcant orparty
Ca)' An oral heartngshouId be,re- on remand. either adopt Its deetsrcn I'l,S :to a proceeding 1n the Patent and Trade­

questeq. onIyln those ,cm=UIIUitanc:es In :Onalor render a new deelsfonon alI of mark Office must, bear the stsaeture of
wb1ch theappelIatit ccasiders such. the claims,on.appeal,&S i~ maY deem such 'attorney or, agent. except papers
hearing Deces.saJ'Y.· or desirable' tor a appropriate. ,whlchare. required to .be.slgned by ,the
proper presentatJon, of'hlll appeal ,:An appHcantor party m penon (such as the
appeaJ.declded:Wlthoutan oral 'hearing 18, sectlonl.2911Sre-vlsed to read as appUcatlon ttseI1 and a.tndavits or dec-
will receive ,~e' same consldera,t!on by follow's: ;larations. requ1redof aDplJ~ants). The

,t1:le Board of Appea,lsas appe8.l$.declded 'g ]~29] Prul~" _"dprior.1'1 ..itll,;';m. s~tureo1 an attorney or agent to a
atter oral hearing; b1,puLlk. . paper filed by him,:or the fillng or PrES~

, <btl! appellam requeSts anoral beer- ca>"Protest.1&ria1Dat'pendJng ,appUca. entation ot any paper byhim, consntutes
lDB,'&n oraJ,argument:may be'presented . a cert11lcate that. the paper has: been
by. er cn behll1!ot, tlJe pl1ma,ry exam· '.lions wiI1'be~wledged'andreterred read;' thattta,1ll1ng 1!,authotized;J.l1at
'--l! ld~' --'-bl b '" 'n._· to the'exam1ner ha.v1ng cbar'ge'o1 the to the best ,,,.- I~- In! ••~ cons en,....d~ e Y er er """, mbjec:tDi&tter,. blvolved A";protesl;>spe-..... ......,., 0 ...... a.uOW ",",""e, ." onna ...on,

',.pr1:IDa:ry exa.m1ner or the Board.' . .. and ~He!,there Is good ground, to .sup-
Cc) l! DO request rce.orer hearing has cU'.CaII1' idenWy1D8't,be·appUCatloIi:'to' :portJ:t.mclud1ng an1:aIlegati()DS .ot 1m­

been m&de by the,a~t, the appeal which~ protest'llI d1rected will 'be en- properoondudoontained. therein; and
will be auigned' for coasideranon and tered 10 the appUcatlon meand,if t1:meIy that Jt isnot:lntetp06ed tordela;;.
dec1s10n.: Uthe'.appellant--h.iI.s .requeeted subriUt&edand acoompanjed bj' a copy 01:
an oml hearing,'s 'day'of beartngwUlbe Cl6Cb'pr1or' art. document .relled upon,. Etl"eCt!vedate:'Theseamendnientsbe-
aet,:-.nddue I1Qtlce thereof given to the Will 'be con.s:1deredby theexamirier, , come etrecttveonMarcl11,:l!r17;except
appellant and to the prtmaryexamtner. <bJCitaUOns Of prior art and any tor' 111,.51,1.97, US:::&nd 1.99,which
Hearing wlll beheld &S .stated tnthept'iLPl'rsreiated thereto ,may be entered. become,e1fective.,on.JuIy 1.1977, and.
not1ce;'and orahrgument w1Il be Um1ted intbe,Pl!otent111e:after a'patent '1:wI been U_U5 and ,U9 which become .efJectlve
to wentymlnutes for'U!eappeIlant and granted. at the'requestot,.'mem1:)er'.o1 on Januaryl, 1978.
t1tteen mlnutes for: the PrimarY aam- ,the pUblfc o.r the 'PU;teDtee·Such"clta-
mer unless otherwise ordered be!orethe 'itom and papel'3 W1l1 be entered 1I1thout oated:January 18. 1977.

" beartngbeg1ns; commeDt by thePa~eDt and Traderns.:rk c. MAIISBALlo DAm!",
1'1.BeCtJon l.196'JS fi.Dlended,b1:addiDB omce. Commis.ricmer 01 Patentl

~. paragraph' Cd} ·to read.aa follows: (c) Pl'ote:sts,and prior iLrt cttaUons by. and TrlJdnn4rkl.
-11.196 Deeilliun '" the B..rd 01 Apo thepuhlleand~accompe..nyinBpapoera ,AWroVed:,Janua.ry:l9, '.1977,

~k, ah9uld ~ther(J,)reflec~.tbat~C0P7c1 BnsT·A!fcm.,JORNSOl'r,
th15aame ha8~en:eerveduPOD~e&p- bdrtafttS~etarB,IOf"

Cd)'A1~hough ,the ~,of Appeals - p&ant or patenteeor.uPOD. h1aattorDcy' 8derlce and Technology.
'normally'wUlcotidnefts'dectsion ·to .- 0l8lem 01 record;' or (2)'!Je. 1Ued. w1U1IPB Doc.Tl'-.2l128 PIled 1--27-77;e:4.lIamj
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PATENI' LAWAMENDMENTS ACT Yet, it appears that sueh dmprnve- Thus, the would be,uccusee ,!llCe~ a.di-
OF 1980 ments 1,:1 the patent system will be years ,lemma. He, canner In!:.ovate.,ana ,If he

TIle senate proceeded tc consider the and many mnnons ofdojja~ away.Iil· wtsbes to proceed, 1.~e must r\.1..'1 t~e, r.Lsk
bill .s 2446) to amend the patent laws"" creased resources are not now avlillllble 01 an expensive. tltnc.cor.su:n!ng taw-

'"tJtle-Xxxv ot,:theUnited"States,'Code:=.,',~9~Jl1e" ~Q.,,t9.,r,~sta,blish"Jhe, 1ntegrity_,~_,;s.!lt_t,l),n.-,A c!.~ir;:l, ~~",~I~!I!}S",,(),L!o!l,~ ,IlA~l11,::;,__
.', ' Of Its search files, and to enable ltto elpa1 patent.

. Mr. BAm. Mr~ Prestdent, the Judi- examine them more Quickly.It has been Mr. President, It appeaI'3;tnmy vtew
Clary Committee unanJmously reported. reported to the Congress that acmeof the of the matter. that S. 2446;would; tn­
out the Patent Law.Ame~d~nts Acton PTO search files are about 28 percent expenetverr. permit the wculd-beHcena­
lw.larch .18,1980. 'f.hiS testsieucn is teen- incomplete due to mlssini copies of ee or eianurecturee to ask. the, PTO,' to
tlCal ~o S. 1619which the Committee also patents. When 'one considers that the reexamine parented claims In .light of
WlaJUmouslY reported outonFebruar1 PTOmalntalns files ofpatentstromVlr- the eerne- paten~ or publication. BY,so
19,1980, with report }i0.96--317. ... tually all ecuntnes In the world. Mwell doing, he would request the PTO.Com-

The. present bill Is different only in fUI a huge library of technical,lJterature' missioner to .order a, reexatnir:atlon, If
that it contains an errecuve date of oc- and Information. It Is easy to see why the he sees asubstanttal new Question of
tober 1, 1980.S. 1679did not contaIn any Job 01' search1nrand·. updating these patentability affecting any lflalm of the
effective date whlchralseQ e concern In patents 18an Insurmountable one. principal patent concerned,
the senate Budget committee that 1t !dr. President. we need a. reexamina- Under current statutory authority, the
couldposslbly Impact on the nscet seer tlon operaucn which w1U upgrade the Commissioner of the Patent and Trade­
1980 budget. The present bill meets that operation of the PrO examining tunc- mark Office may estabUshrules under
objection by becoming effective In tlsca.l ttcn. Under the bill. any person may ask any taw resulting [rom eaecrment cr.a.
year ID81. for reexamination based upon a prior art 2448 needed to Insure an equitable pro-
Th~comm1tteedecIded1nordertosave patent or a prIor art publication whlch ceed1ngJn the Pro.. wlillekeeplngln

printing costs not to file an Identlcal re- that person can cite to the PTO explain- mind the purpose of the underlying
port to that already filed. on S. 1679.This ing its perttnency, Then, the Commls- purpose of the legislation;
report is still pertInent to the present sjoner ot the PTOwW be able to deter- .Thus,. the relatlvely· simple procedure
legislation wIth.the addItion of the esee- mine Quickly whether a oUbstantial new of reexemtnancn in the PTe as provlded
ave date. . issue Is ra.lsed concerning the patent- for tn S. 2448 will Insure a Quick, Inex-

Mr. THURMOND. Mr. President, some ability of the Invention covered In the pensive determtnaUonof ,patentability.
time ago, I was pleased to cosponsor 8. Issued or princIpal patent. 'The reexemt- The prIncipal problems. which we now
1619, a bill to amend the patent laws of natlOll'of the clalmB of the patent for face-InflatIon, energy shortages. job
the United States. This bill. S. 2446; 15 theti' patentablllty by the Patent Office creation through capital Investment, Im­
Identical to S. 1679... .. will· result in an outcome virtually ·the proved processes. and . products with

This legIslation would establish nrcee- same as that outcome would have been which to meet the. challenge of. world­
cures that would permit the Patent and had the examiner had before him earlier wrde competition In whlch we n:.ust par­
Trademark Office. (PTOI .examiner. to the etted prIor art patent or publlcation. tlclpate. improVing:, our milltary pre­
find aU the perttnent patents and publl- Th1s 18 all the reexamInation is Intended paredness, aa well as developing, new or

,. cations havIng a bearing on the Questlon to do. .. Improved means to protect. our national
otpatentabtlity; ·Utus providing a less ex- It is helpful to lllustrate aome of the Interests. and other points tva numerow
pensive alternative to litigation. sltuadbns tn which reeUm!na.tIon would to mentIon here-e-cannot be solved.wttn-

The reexamination procedure of S. expedite matters. savini' many mea- out invention and tnnovanon. There
2446wm permit placing before the PTa hours ot time and etrort.. es well u ex- must be a continually improved clIma:e
a prior patent or a prior publication pease. and tn many eases remove an ex fortnvention and tnnovatron. and 8.24.16
which the examiner dId not record or no- past recto determination ot patentability can make a difference .In aehtevlng that
tlce as having been berore him or wa..s from the burdened courts. loal.
knO'9.11 to him when he was examining . Whenever' a person: or organization 15 The bill was ordered to be engrossed
the application on which the principal to enter, or to continue to proceed In. for a third reading, read the third nme.
patent to be reexamined was Issued. ThIS dUrlnithe errecnve Ufe of a pa.tent... and passed, as follows:
will upgrade the system while' saving field In which the exclusive rtghthaa Be Umac,e4 bl/th.8 Senate and House­
much time, expense, end.. also, relieving been secured by one or more patenta .Is- 0/ Be-pre-sentaUeu 0/ tM· Unite-II Stale, of
our courts ot the burden of extensive sued to others. that person or organtza,- Amerioo In Congre-n a,semblell, Thlt th13 Me
patent litigation. . tion may find It necessary tor success may be Cited .. t.hl "hUnt La. Amend_

The expjcstve rate of Increase In pat- that an examination also be made In an menta 01 1979".
ents and publfcattons to be handled by area where the exclusivity of the'patent Sse. 2. (Ij ~t1IS5?,f the trnlted. States
the PTO. makes It dJmcult· It not Impos- has bee ed U.· the party. flnclll COde. entltJeci .Patent-s , l! aInendetl by tc­
sible, to search ·In a reasonable amount that then~:~ siancts In his war. he :~~:ta\!dletely&tur chapter ~9 tbe
of time the almost 100.000 appllcatlol'Ul may secure a ucense. redesign to avoid "'Cblptl:!r SQ:-.P'RiOR ART CITATIO~S 'TO
per vear it examines. Although the PrO the patent If possible or, M 18 the usual PATENT OFFICE AND REEXAMIN.-\TION
III dtlmg a good job and Is able to eUm!- case have searched and studied theva-- or PATENTS
nate up to ahout 30 percent ,of the ap. tidity ot his claIm as a tlr&tstep.. "sec.
pUcatl011;!l which are flied and to restrict One can also ignore the patent, pl"()oo "301, !tegulatlona eetlblilheci by COmm16'
claims In many Of the appl!caUons which ceed to 1nfrlnge the patent claim!. walt ll10nrr of Patentl.
are issued 8llpatents. there are,however, untU he is sued for infringement and. "302. Cltl.tlonof art.
an Important number of commercially then defend with the patent or pub- "303. Request for examlnetlon.
attractive Inventions which have been Ilcation of which he knows. but the "306.DetenlllnatlOJ1 of lJ$ue by Commls-
found by the courts to be covered by pat· ha h h· Ilo'qerof Patenta.
e ts Th h th b h Id I alld examiner did not ve w en . e ex- "306.Ree:u.mlnatlOQ ordered by Commll-
n. ey ave en een e .nv amined. the appllcation resulting tn -the monel' of Patent!.

simply because &. patent or publication principal patent. Or, he can enter Into "'3M. Responae or amendment by patent
has. become &n,ilable whlch was not negotiations for &- llcense under the owner.
avail.able to the PTO examiner when he princIpal patent. A small busIness may "'3O'l'. Appeals.
consldere~ t~e application prior to LSsu- W1sh to take 8- llcense because It does "308. CIlrtlficau of parentablUty; unpatent.
Inr the pnnclpal patent. not have the personnel and funds to abillty 1I1c1 claim cancellation..

At this tlme In our country's history. "'309. !tell.nca OD art In court.
tt 15 being recogniUd more readily that wage a costly legal battle. "310. Stay of court proceec1lnglll to pertr,1t
Invention and innovation are Important The holder of the prinelpal patent. otnce Rvlew.
to our economic, as well as military POs- however, may not wish to license. He ... 301.ReguletloIUI el!tab!l6bed. by Commls-
ture. Thus. the patent system ,upon whlcb may desire to use hIs exclusive right. ll10ner of Patentlll
the Inc(:-:.~lve to Invent,ll.od to Innovate which the patent secures to him to man- '''The CommlMloJ1er ~tia!leGtll.bUGh reg'.lle-
ls base-d. should be upgraded as soon as ulncture or opera~ the patented :nven~ Uona!or-
possible. tlon. thus to buUd his own busIness or ~ U) tlle C:ltll.t:on to the OI'l!<:1! of ~~lor art

to expand or to protect an exlstln.g one. Datenteor pub:lcatlcnlll pert'n.e:-:t to the Vll.l·
Pui'>1l4"ed P" THE UUREAl" Of :'oil" T!O;>;AL AFF 'lRS. I;>;C.• MASH1;>;GTO"'-. D.C. 101"7
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-.- End of.Sectionp·-

(rICJ)

Mr. ROBERT C. BYRD. Mr. Presl.dent,
I move to reconsider the vote by which
the b1ll wu passed.

Mr. STEVENS. I move,tolar that mo·
tion on the table.

The moUon to lay on the table wu
agreed to.

TeXT

OIl any person who b-.., reqllnted uam\na- theperlo-:1 ot a .~ay that waa or could h"H

~~ s~~~;~~~~:a~~I~~~o~b~rr~i~t.c:f~ ~~~;e~~~~:.r tt.e pr()n~~ ~nl Of &ection

~~~~~t~ r:?~'-~:~~:-p~~ ~~~T'IIaellr:;:=: ~ 310. 8toI'J llf court proceedlf:ill to permlt
ment. Any 1"eexam1natlon proceeding, Includ~ Om-co renew .
Ing appeals to the Boatel ot Appealll. ahall "(aliI) D::eeptu provided In paragMoph
be conducted with ~<:::11Il1 dl~atch and lIhalJ 12~~ anJ p6rty to a ctYU action aplnstwhom
be CtJmpleted wtthlnoneye~ Wttl:tln the; a ple&dlag preMati a claJm rorlntringernent
Ol1iee. unleM'the CoounlMloner det.ermlne8 or ,tor adJudlcaCol1 (,t lbe ",Illdlty.of a
on. a case-by..cue buill that-Ute one_year patent . &hall have.. the. rl&ht. .'by merion
F6Iod 1a not lluftlclent:. 'brol1ghttetore' any. responsive pleading, to
... SOlI. Response or amendment by patent 8tleUT'1I a ltay ot all proceed1tlg1 tn the action

owuer ;:[..~:urof1D~:e:~U:~:n~o:n:b~~:::
-rl:le patent owner shall be provtded an party to aearch :tor an4 cite patentaol' pub­

opportunity tn any reU&m1natlon proceed- Jle&Llona.CODllll1ered perUnent to the. patent
tn.g under. thllehApter to amend lin' claim and to request reeumlna.tl~n ot the patent
or l:JLe patent 1n ord,u tod1st1niUlah the tn new ot auch prior art according to sec­
clfllm rrom the prior art patents or publ1ca- .Uonl 302 and 3030t thl.ll cbllpter,Il auen
tloIlll cited according to &eCtion302 0' thLe party ftlel I reqUlIlIt ror such reexamlnlLtlon.
Chapter, or III reliponlle to .. declalon adven!e in the Mce and &eries OIl the o.ber party
to the Daten.tabtllty ot .the ·elaIm, .but no anl1 mea a copy or ·It lA,the aet10n ~jlllln

&UJ,endment enlarging the 1<lOI'8.ot a elalm the . perlod ot the auy. pTOnded by,auch
Iballl>e permItted lA a tf'(>x&m1n&t1on ~ro- order, tbe atay may be eatended. by t1,JI't:1er
ClCIedlng under th1a chapter;· order. ot the court. InJuncthenlidahlLll

"13fl7.AppeB1a ~:'.i:t'~:Ur:x~~~t~:n~casa.or IUeh
'"Tlte .owner ot a patent In'fol'i"lldli:t'a ee- "(:II The court UW1 not grant· ... Stay of

:::"=~I:~~:iotu:~e~~~~.:~ theproceedmgson the baIll8 ot'a .mcuon
'aueh ·procee4lngadverse ~ the patentabillty brought under paragraph·\ I) II the prooeed·
otany clllJ.m. or amendedelalm, ot the pat-. lngtlrrn"Uuo. rel&t... to: a tefllpc>rary. re·
ent In acooro1anco'llltb. cha.ptet. 13. ot. thla' lltra.lnlnl'. order or.: prellmlnary"lnJunctive
title. reUer. or lInyother proteetlt'e order neee'll-

aary ':0 p:'Ot~t the r.ghL.!l ot thepvt1ec.
-"1308. Certlfteate ot patentablllty:,unpat· "Cbi The court. on motion aud.>:plln lIUC~

entabWty.,.nel c1a1.m caneellatlan timNi aa are Just. may at aay time !ltay the
"when 1n a ree:ramlilatlon pl"l>Cetld1nll: Utl- proceed1ll1{S In a clvli &etlen. In wlIlch tt.e

der thlB ehapter the,t1me'lorappeal hu 'fllllldlty ora patentl.ll1n lAue tor apcn.-xl
explreel or an1 appeal proeeecUng .baa terml· aul'llcleI.l to ellable. the movtngpe.rty to .cl~e
nated, tbe Commlasloaet .shtJllalIue anel to the omce newlydlSCO'l'ered a(!(!J!.lonsl
pUbl15b. a Ctlrtlftcate caIlcollne: any claim ot prIor art. In ,the nat~ or pl.tpn':.a'or 11';l01l­
the. p.tent IJ.ntJly det,erm1ned1n anch pro- cations and to se<'ure ftnal determ:"""on of
COedlng or OIl appelJ. therein to be unpll;,ent. .. reque$t for r"",,,&mlne.tlou 0' :.l)e'p&tI!M In
'able. conftrmlui any cl&1D1 of the patent 10 the lIght·or .meh .ddltlonal prl~ art. pro­
determlned to be patentable. and l.I!corpo- 'fIde<! Uleeourt ftndll that.euch addltlt:lntJ
r..tI~ 1.n the patent any amended claim" prior 'ut, In ta.:t. conatltutesnewJyd1a·
thereo:t80 determlaed to bepatentat':e. Anyco.eredevldeuce ....hleh by.dlledl\l~ilee
.mcb. IIlmenC:ed claim Lesubjl!Ctto,tbe prort. could nat ha'ie be,pn d.!s<:o'l'ered In tlme to
elOI1ll c:.t section 2112 ot th1a title. be cited to and consldere4 by ~he bmeewlU:·

in the p.mod ot aatal' o~ rucb proceeding')
"1309. Re-l1anoe on act to court that wu or "aUld 1':&ve ~a &e<,oured acco:d·

'"(a) No prior artpat.enU 01' pUbl1eat!oll8 log to'au~tton lal·ot thl8aectlon....
maybe relied upon sa eviClenoe ot aonpllte'nt·· tb) The tableor·chaptenl.!or. Utle·35, .and
ability la a civil action tn1'01~I1tI the valld1ty ror 'part m or tl~le 3S.,or the UnltedSt.te6
or tntring.-ment of a patent unl_ Code, are .amended by ·lna.ertlng Imrned,llLtely

"0) lluch prior artpateut80r pubUeatlanaafter the, lte lD, relat1ng to .chllpter 29,tb.e
__ cited by Dr to the OllJoe lilhtrlng prDe&-> tol1o'l101.ng:
cut!on ot the ,applleauon tor Ule.patent or '"'30: prtor Art Cltattonato Pil.tent Oll'!ce &nel
eubmltted :rQl'.oouuderaUon by the. OI'Il.etI Iu" Reoe:ramlnlliUon ot PatElOtl!I.

n
.•••

acoordllOOlI Wlt.tt 8Iect1oWl 302 III.Qd 303,ot thla 8~. 3".Th1lI Act.'anel the amendmel':t.f
chapter•. and actually ooIlll1cleredto acoon!. lnade by thl.aAct,ahaJl .bec<Jme eaoc.tlvll 00
&nee with aec:tlOO306, or .... . 'pctober I, IG60.

'"(2) the. court, upon motIon.' conclud..
that tha InteI'tlllU or Justice .ould. be rlU'­
therecl by·adJud.lcat1on or the ~ueof 'falld_
tty or in!rtngemtlo$ wl.thout web aubmWilon

. and recoll&ldeIlltlon.
"(b) The IIlll!t&tIQO provtdedbJ th1I..e.

tlon &ball· not apply.to any prtor art patents
or pubUcationato u:r.e omelal, me of. tho
pateut .. It ex\lItee1 ou the .date.ot commence-

=;t~u;~o~~n.~~:~V1I~;~!~,i,t1~~'So 1679 ,-\NI) SENATE .JOINT RESOLU~
clted after the commencement of lUehaetlon. nON 128 INDEF'INlTELY POST·
u- PONED

"(1) lJUcb prior art paulita or pubUcaUona Mr, ROBERT C. BYRD. Mr. PresIdent,
tr. 1nclUded.in .• request rorreenrulIl&- J ·MIt:. una.nJmous consent U1at Calendar
$Ion under the PI'O'I"llllooa of -.:t1on 303 ot No. 658. 8, 1679. be 1nde:l1n1tely P05t~
.thIs tltlllwbleb. wu tiled lu tlle omee during - poned
.. ltay orclere4by the courtun4uthepn)o> The' PRESIDING OFFICER WIthout

"",~oua,or, ae-e:tlou310.ot"th1ll ..tltle",01'". '''... ",''''objectlon;''it''b'so''ordered~''.;~.''''';'''''''"''~'C,,, ... ,,
re~~~~eU:':th~P~=o::r=l~n~~" Mr. ROBERT C. BYRD. I askunani·
or thlll Utle 11 dented, tlndllthat al1ch prlor mous consent that Calendar No. 68. $("n~
art patenta and publIcatloa.contlnue newly &te.Jo1nt Resolution 128, be·JndefiJl1telY
dlacovered evidence which. by due d.I11geace ,poostponed.. . ". '., ''" t
COuld.not have been d1ac:overet1 to tIme to.be ,'l11e· PRESIDING OFFIcER. WI ou

.,Clted to and conaldered by.the Otilee w1t.hln obJectJon. It !sso ordered.

idltr 01 plll~ents: and
"(2) the t~:u.!llinll.tloD or patenta In the

llbbt of such prJor art patenu or publJca.
tleIlll.

aoacueeee of art
"Any penon ma, at ani Ume cH. to the

omce p:'lor art patents or pUbl1l,atlona wblch
may::J'Ive a bearIng 00 the patel1tabWty er

· '&I1Y elalm Qt a patent.. If the per&On ettlng'
auch prior art pflIeDt. or publlcaUona Idellti.
ftu 111 wrttlD8 any part. ot the pr10f art pat.
enta orpublleatl01lll consldet't'd ~lnent

:,,~nd tho DlliDner ot appJylng the, prlOl' an;
patentaorpublleatlonl to at leut one clalJD'
ot the patear. such J"rlor artpatenta,or pub.
UCS,t10Illl Shall become a part ot the omcJlIl
ftlect the ;aUnt.
'''1303. Re:quest tor ezamlnatloa

"Any peraonmay. at any be 'wlthltt 'the
period. 01 enlOfC:NblJlty ot a patent. requelt

"reeumlnaUon ot the patent ClIto tliepatent_
abUity ot lIlay claim thereot 1n lhe Il«ht otaD, prIor artp&tenUi Oil' pUblleatiOna, cited
uncleI' tbe promlona of eectlon 302, ot tha

_"oh",:pter, b1 ll.lIhlr In tM,Ome<!la, 'IIl"l'ltten
.crequeet tor .uch ,reeu.mlnatlon aceoJXlplUlled

by a reexemmeuoa fee'prescribed accordlng
to thts title. a,statement ot the relation ot
eucn prior art to the patentablllty,ot the
claim or clali:iutnvolved. lUlda Iltatement
whleh IdeuUftes ,a', material' rea.son,' ~or ,the
request, tor, '. reexamination., UnJ_ the

."eqllt'liUag 'person Le tbe patent owner, the
_CUIlUD/.is.l<.mersl:al1 promptly Knd a copy 0'
such r~uestand statement, to tl10patetlt
owner appearing rromthe recorda ot the

"Office attbe tlme,ot the ~llug ot the requeat.
"I 304. DflterrnJr.aUon Qt 1IIaue by COmrn1l_

stoner'ot Patents
· ,,"ta) WlthJ.n gO daya toil0Wll~the tilhig ot

areque$t for,:~xaru.lnatlon,under ae.;t1otl
,303 or thl~ chapter. the Co:nrnls610ner shall
make (I de:e:m:r.&tlon u to ....hether .. ruh~

· slantlal new que~tlon0' patentablUty' a:!ect.
lng Bny elalm, or. the patent concerned,' not
prevtou~ly cOll~ldered" tn 'examlnlltlc!R" or
reexaml.."latlon ot.ucb Claim. 1.1 rall!Cd by the
consideration, wlth or, y;l:llout any other
prior art patentaor pUl:JllcatlODll,or the pt10r
,art patent.s or publ1catlonl,whlch have been
c!ted In re:aticn, to the patenta.:cordtag to
section 302 'ot thl.>l chapter. The ComDl1a­
,fllaner (In his o"'n,lnltlatlve may m.a.ke8Ueh a
determlna.t:on at any time.
. "/blAreeordot tbeCommJll.lIloner" de.

termination under .ubsect.lon (aI' ot thLe
section, and therea.son for the det.er::nlna.t1on

, shall be made 10 the tile or the pCl.tent, and
a, copy or the record. lUld reuoIlll tor th.

.,determinatlon,maH beBen~ promptly to the
patent owner r.nd each P"Jraon requert1ng
reeX!"m1nation., and a, notice ot that, deter~
%DJnau.)o shell' be prolllptt; pUbu.lbed.
- "(e) A determInation by, the COmm1Mloner

pU\"lluent to sUbuction (al or tb.1a ~Ion
.,that such a new queatlon ot patentabtllty 11
not 10 r&lSe<l ahaU be Dual &nil uCinappeal.
able. ~

"13011. :rteexam!nlltl~n ordered. by C01nm1a--
aIoMrot Patllnta •

"!t. In II. detertrtJnation made PU\"llu.aDt to
.ubsectlon Ca) or aectlon 304. the ComDl1a~

Illoner Il.uda that a' aublltantlal n_questlon
or, patentablllty a1l"ectlug a cJ.a.lID or elB\.l%l.a
0' the patent la ra1aed by coD.lllderation ot
the prior art patentaor pUbltllll.tloI1ll that
have been cited 10 relation to the p.tent
according to lItlctlon 30:1 ottbLe chapter; be
shall ordel;' a reexamlnat!ou ot the patent tor
t"!e reaolutlclD 91 the queatlon,and,lIbanpT'CI~

,,,,\o:e~''to' resolve 'It as ':Utougb'tb'e'''cl&Sm''or
clailIl.ll tnvolvedwere present In a pendlag
application. '111epatent owner ahalt be glven

,II. re&8Clnable ,period ,i'l!ter. the fl.llng or tbe
reexam1natlon order wlthtn whleb he may
ftle a atatementon llUch qutllltfon for CCln~

Illderat!on In the ree,xarnlnatlon. The patent
owner &hall aeH'e a cop,. or aueh atateOlem

F - :2
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INTRODUCTION

ASSUME FOR THE MOMENT THAT YOU ARE THE PATENT MANAGER

OF A JAPANESE COMPANY. TWO YEARS AGO YOUR COMPANY DEVELOPED

A PRODUCT AND BEGAN SELLING IT WORLD-WIDE. ORDERS FROM THE

EUROPEAN COMMUNITY HAVE BEEN GOOD, BUT THE ORDERS FROM THE

UNITED STATES HAVE BEEN VERY GREAT AND CONTINUE TO RISE AT A

VERY FAST RATE. THE U.S. ORDERS HAVE COME FROM A GROWING

NUMBER OF IMPORTING-DISTRIBUTORS WHO SELL TO LARGE AND SMALL

RETAIL OUTLETS SUCH AS DEPARTMENT STORES AND THE LIKE. AT

PRESENT, THERE ARE 15 SUCH IMPORTING~DISTRIBUTORS LOCATED

THROUGHOUT THE U.S.

THE GROWTH OF U.S. SALES LOOKED SO GOOD THAT YOUR

COMPANY HAS RECENTLY HIRED MORE PRODUCTION PERSONNEL AND

BOUGHT MORE CAPITAL EQUIPMENT TO EXPAND ITS PRODUCTION

FACILITIES TO MEET THE MOUNTING BACKLOG OF U.S. ORDERS.

WITH THIS STATE OF AFFAIRS, YOUR DIRECTOR ASKS YOU

TO PLEASE STEP INTO HIS OFFICE. HE SHOWS YOU A TELEX FROM

ONE OF THE U.S. IMPORTERS STATING THAT IT AND TEN OF THE OTHER

U.S. IMPORTERS AND YOUR COMPANY HAVE BEEN NAMED BY THE

PATENTEE CORPORATION OF NEW YORK INA COMPLAINT FILED WITH

THE INTERNATIONAL TRADE COMMISSION IN WASHINGTON, D. C. FOR

UNFAIR METHODS OF COMPETITION AND UNFAIR ACTS IN THE IMPORTATION

OF THE PRODUCT UNDER 19U.S.Ci §1337. THE COMPLAINT SEEKS TO

BLOCK ALL FURTHER U.S. IMPORTATION OF THE PRODUCT BY ITC ORDER

EXCLUDING THE PRODUCT FROM THE U.S. AS A BASIS OF UNFAIR ACTS,
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THE COMPLAINT ALLEGESINFRINGEMENTOFA U.S;< PATENT.

THE COMPLAINT ALSO REQUESTS A . PRELIMINARY ITC

HEARING SO THAT IN 3 OR 4 MONTHS, THE COMMISSION, CAN

ISSUE A REMEDY AND THEREBY PREVENT PATENTEE CORPORATION

FROM FIRING 100 WORKERS.

THE IMPORTER'S TELEX CONCLUDES THAT HE TRUSTS YOU

WILL RETAIN LEGAL COUNSEL TO DEFEND THIS ACTION BECAUSE HE

(THE IMPORTER) WILL. NOT DO SO.

YOUR DIRECTOR LOOKS TO YOU FORAN EXPLANATION OF

WHAT THIS ALL MEANS AND WHAT COURSE OF ACTION THE COMPANY

SHOULD TAKE.

BEFORE YOU CAN RECOMMEND A COURSE OF ACTION YOU

SHOULD UNDERSTAND THE PROVISIONS·OF.l9U.S.C. 1337, THE

NATURE OF AN . ITC· § 337 INVESTIGATION ,THEREMEDIES AVAILABLE

TO THE ITC FOR A§337 VIOLATION .ANDTHESETTLEMENT OR LICENSING

POSSIBILITIES THAT MAY TERMINATE THE ACTION.

THE PURPOSE:OFTHISTALKISTO.ADDRESS·THESEMATTERS.

PROVISIONS OF §337"

THE VIOLATION PARAGRAPH OF §337 READS AS FOLLOWS:

"(a) UNFAIR METHODS OF COMPETITION DECLARED
UNLAWFUL -- Unfair methods of competition
and unfa Lr acts in theintportation of
articles into the United States, or in
-thedr,'sale by,;.theowner, importer,
consignee, or agent of either, the
effect. or . tendency of which·.is to destroy

"THE FULL SECTION TEXT IS SET FORTH IN APPENDIX I TO
THIS TALK.
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or .•.• subs t ant.LafLy inj ur .. an. mdusery,
efficiently and economically ope~ated,

in the United States , octop~eventth ..
establishment of such an indust~y, o~ to
.r:estrain.:or',monopolize:trade and commerce
in the United States, a~e decla~ed unlawful,
and whe n found. byth.. conmt.ss iQnto"l<ist
shall be dealt with, in addition to any
other provisions of law, as prov LdedcLn
this section. If

..THIS PROVISION SEPARATES INTO THE FOLLOWING FOUR

STATUTORY ELEMENTS. IF THE ITC FINDS ALL' ELEMENTS TO EXIST,

THEN JS337 HAS. BEEN VIOLATED AND THE ITC WILL ISSUE A

ELEMENTS OF VIOLATION

1.. UNFAIR l1ETHODS OF.COMPETI.TIONOR UNFAIR ACTS,

2. IMPORTATION .OF . ARTICLES OR 'THE SALE .OF SUCH

ARTICLES BYOl'iNER, IMPORTER, CONSIGNEE OR

AGENT OF EITHER'

3. EFFECT OR TENDENCY TO.DESTROY OR SUBSTANTIALLY

INJURE A U.S. INDUSTRY.

4. THE U. S. INDUSTRY IS EFFICIENTLY 'AND ECONOMICALLY

OPERATED.

THE FIRST STMUTORY. ELEMENT OF A.$337. VIOLATION IS AN

UNFAIR METHOD OF COMPETITION OR UNFAIR ACT AND . THIS IS A MOST

IMPORTANT ELEMENT; WITH RESPECTTOS337,ANYONEIS FREE TO

IMPORT PRODUCTS EVEN IF SUCH IMPORTATION ADVERSELY AFFECTS A

U.S. INDUSTRY PROVIDED NO UNFAIR l1ETHOD OR ACT IS INVOLVED.
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THE U. S. 1011'-l1.KET RE101AINS OPEN TO FREE AND FAIR COMPETITION

FROM "ABROAD UNDER THE MOST LIBERAL TRADE POLICY IN THE

WORLD -- BUT UNFAIR TRADE ACTS INVOLVING IMPORTATION REPRESENT

THE HEART OF §337 AND, IF FOUND TO EXIST, CALL UPON THE

COMMISSION TO PROTECT U.S. INDUSTRY FROM THE ADVERSE EFFECTS.

" MOREOVER, §337 IS CAREFULLY WRITTEN TO PROTECT

THE RIGHTS OF ALL PARTIES INCLUDING THE FOREIGN MANUFACTURER.

NOT ONLY IS A FULL DUE PROCESS HEARING REQUIRED IN WHICH

ALL PARTIES HAVE AN A"FULL OPPORTUNITY TO PARTICIPATE,

BUT BEGINNING WITH THE"1974" AMENDMENT TO THE TRADE ACT ALL

"LEGAL AND EQUITABLE" DEFENSES MAY BE PRESENTED IN ALL CASES.

SEE §337(c). IN ACTIONS BASED ON PATENT INFRINGEMENT, '

THIS OF COURSE MEANS THE CLASSIC DEFENSES OF NONINFRINGEMENT,

INVALIDITY, UNENFORCEABILITY, AND IMPLIED AND EXPRESS LICENSE.

A VARIETY OF ACTS 1 HAVE BEEN ASSERTED AS "UNFAIR" UNDER

§337 SUCH AS FALSE LABELING, TRADEMARK INFRINGEMENT, FALSE

REPRESENTATION ON,IMPORT DOCUMENTS, PALMING OFF, ETC. BUT,

I WOULD LIKE TO DRAW SPECIAL ATTENTION TO TWO TYPES OF UNFAIR

ACTS. THE FIRST IS MISAPPROPRIATION ,OF PROPRIETARY INFORMATION

OR TRADE SECRETS WHICH "IS A GROWING AREA OF CONCERN IN THE U. S ••

U.S. COMPANIES HAVE ASSERTED THAT "THEIR DRAWINGS AND TECHNOLOGY

HAVE BEEN WRONGFULLY OBTAINED OR USED BY FOREIGN COMPANIES FOR

MAKING COMPETING PRODUCTS WHICH ARE THEN IMPORTED INTO THE U. S.

TO THE DETRIMENT OF THE ORIGINATING U.S. COMPANy2.
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THE OTHER TYPE OF ASSERTED UNFAIR METHOD OR ACT IS,

OF COURSE, PATENT INFRINGEMENTw"llICH, BY FAR, REPRESENTS THE

GREATEST NUMBER OF CASES EVER FILED OR DETERMINED UNDER s337.

THERE ARE SEVERAL LANDMARK ITC PATENT CASES LISTED

IN APPENDIX II WHICH ARE RECOMMENDED. READING. FOR EXAMPLE, THE

FRISCHER v , BAKELITE3, 1930, CCPA DECISION HELD FOR THE FIRST

TIME THAT PATENT INFRINGEMENT IS AN UNFAIR METHOD OR

ACT UNDER §316TARIFF ACT OF 1922, THE PREDECESSOR OF §337.

THE CCPA, AFTER REVIEWING THE FACTS,ADOPTEDTHE TARIFF

COMMISSION'S RATIONALE THAT THE PATENT INFRINGEMENT RESULTING

FROM THE IMPORTATION WAS. UNFAIR TO THE PATENTEE:

"The Tariff Commission has. very ably. and
succinctly described the conditions confront­
ing the complainants in this proceeding in
the following language: 'The situation present­
ed by the manufacture in the United States
of articles infringing patents is quite
different from that presented by the importation
of such articles made abroad. In the case of
the sal.e of articles manufactured in the
United States the infringing manufacturer
can.be proceeded against and thus.theunfair
practice be reached at its source. Domestic
patentees. have no effective means through
the courts of preventing the sale of imported
merchandise in violation of their patent
rights. Customs officers are forbidden to
disclose information concerning .dmpor t ac Lons •
•••• When such merchandise is delivered from
customs custody it may be and frequently
is distributed throughout the United States.
The difficulties which conf r ont..a patentee
seeking to enforce his rights through the
cour t s.rareipractically Insurmcuntab te . He
is required to proceed against each individual
dealer selling the infringing articles ;.which
of course would lead to a multiplicity of suits
with little likelihood that all infringing dealers
could be reached. The cost of the numerous suits
with the small amount of damages which may be
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recdvered :i'n'.·an'~7-':';~6nefstil't 'dIscour ag'es resOr t,"
t.o ,th~,couJ:ts -. ... f.1"r,eoye,r, aClecre~, obta.i ned
against one dealer would have no binding
effect upon '?ther~, ,"l1d, bY,thesiml'le
expedient of changing the consignees the
effect of a decree when~ecured wOllld be
nullified~ Unless, therefore, section
316 maybe invoked to reach the}oreIgn
,articles at .tne.. time and.,place ..of
,impottati°ri'.bYforBiddIngeiifr:Ylnco€l1e'
united States of' those articles'which upon
th;e J,cH::tsina, ,P?J:1;Jcularc::as~, are"found
to- violate rights' of: domes'ti Lc: manufacturers,
suchdome,stic,; m~nt1~(1c::turers have nq adequate
remedy.' [Emphasis added]

IN THE 19:JSCASE OF INRE AMTORGTRADU1GCORP.4,

THE CCPA REVERSED PORTIONS OF ITS EARLIER'DECISIONS AND

FOUND IMPORTATION OF A PRODUCT MADE AHROAD BY A PROCESS

PATENT IN TilE U;S. IS NOT AN uNFAIR METHOD OR ACT UNDER

§337. THIS DECISION LED DIRECTLY TO AN AMENDMENT OF THE

TARIFF ACTTb INCLUDE !i337a WHICll;TCl(;ETHERWITH!i33'7; MAKES

uNFAIR THE ACT OF IMPClRTING PRClOUCTSPRClDUCED ABROAD BY A

PROCESS COVERED BY CLAIMS OF AN UNEXPIRED U. S. PROCESS PATENT.

THIS SECTION PROVIDES THAT,FOR PURPOSES OF §337 ; SUCH

IMPORTATION SHALL HAVE THES.AME STATUS "AS THE IMPORTATION OF

ANY PRODUCT OR ARTICLE COVERED IlYTIlE CLAIMS OF ANY uNEXPIRED

VALID U.S. LETTERSPATENT.nS

IN DETERMINING WHETHER OR NOT INFRINGEMENT HAS OCCURRED,

THE ITC EXERCISES THE SAME ANALYSIS AS DOES ANY CClURT IN

DETERMINING THE QtJESTIONiTllATIS (1) DETERMINE THE SCOPE OF

PATENT CLAIM CClVERAGE AS LIMITED BY THEC:LAIMLANGUAGE,
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SPECIFICATION, PRIOR ART AND STATEMENTS MADE BY THE

PATENTEE AND (2) APPLY THE CLAIM COVERAGE TO THE IMPORTED

PRODUCT. THE ITC OFTEN DEALS WITH THE DOCTRINE OF EQUIVALENCE

WHICH MAY OR MAY NOT BROADEN THE LITERAL SCOPE OF THE PATENT

CLAIMS. SEE COLECO INDUSTRIES v. U.S. INTL. TR. COMM.6

THE SECOND ELEMENT OF THE VIOLATION IS THE IMPORTATION

OR SALE BY THE OWNj::R, IMPORTER, CONSIGNEj:: OR AGENT OF EITHER.

I CALL THIS THE JURISDICTIONAL ELEMENT. IN THE

U.S., LAWS EXIST? GRANTING THE FEDERAL DISTRICT COURTS EXCLUSIVE

JURISDICTION FOR PATENT INFRINGEMENT AC:rIONSB. HOWEVER, BECAUSE

OF THEINTENIlED BREADTH OF§~3?(a) TOINCLUDj::bLL UNFAIR. METHODS

OF COMPE:rI:rION ANIlAC:rS, THE, SECTIONAFFORDS,THj:: ITC SUBJECT

MATTER,JURISDICTIONTO,DETERMINE ALLEGED'PATENT INFRINGEMENT BUT

ONLY WHEN IMPORTATION OF ARTICLES IS INVOLVED.

IT SHOULD BE UNDERSTOOD THAT.THj:: I:rC,BELIEVES IT

CAN EXERCISE THE EXCr,U,SION l?OWl'RWI:rHOq'.l'l'ERSONAL JURISDICTION

OVER THE FOREIGN MANUFACTURER AND .NOT VIOLATE THE DqE PROCESS

RIGHTS OF .THE U.S. CONSTITUTIOI'l SO LONG AS THE ITCC0I'lDUCTS

A DUE PROCESS HEARING AS PROVIDED, BY § 3 3? ( c) • THEREFORE, IF

THE FOREIGI'l)lANUFACTURER· DECIDES 1'l0T TO DEFEND OR PARTICIPATE

IN THE ITC IN REM PROCEEDING AGAINST THE IMPORTED GOODS, THE

ITCNEVERTHELESS HAS THE POWER TO EXCLUDE THE GOODS FROM THE

U.S. IF IT FINDS AN UNFAIR ACT.

NOW,WHAT ABOUT PERSOI'lAL JURISDICTION OVER ANON~U.S.

COMPANY? THE ITC OVER THE LAST 10 YEARS" HAS BEEN BROADENING ITS
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STAINLESS STEEL PIPE ANDTUBE10,THEITC HELD THAT IT

JURSIDICTION AND MAY CONTINUE TO DO SO UNTIL THE CCPA OR

THE SUPREME COURT DEFINES THE LIMITS OR~ BOUNDS OF ITS

THOUGH

IN WELDED

HAD JURISDICTION OVER A FOREIGN MANUFACTURER EV
;"".9>',.'.",',,;;;,,/,"" "'.""~"" c0".","".,.;'.;-;"-.; .,.

"It is clear that the alleged acts committed
abroad by the foreign respondents in this case
hadan~effect~in the United States ,inthat
the ar~tiCles ~connected .with~theunfairacts

wer~einjected rLrrt o ,united States commerce by
importation. The,. only .r emei.nfnq: question for
the purpose oLdeterminingpersonaljur isdiction
is~.whetherthe effect of the alleged wr onqdoi.nq
was foreseeable -as-.~a:conseqtie'nceof their "coriduc t ,
If there is~abasisin the record 'for concl lid irig
that respondents, had reason to know of such
potential, -reSUlts, :.the'reare>'sliffi'cieht contiac t s
with~this~forum~to~ meet any due process objections.

In finding .of fact #9 t theprestding offiCer
[actingjudgelconcluded that the ~ foreign
manufacturers ~whosold~to foreign trading companies
did so ~with,~the~knowledge of<subsequent<exportto
the United States. On the basis .of testimony
presented. .and exhibitssubmittedtohim,'~heconcl uded

IT SELLS FOB ITS HOME COUNTRY;n THE lTC, STATING THAT THE

FOREIGN MANUFACTURER WAS OPERATING IN THE STREAM OF

INTERNATIONAL COMMERCE FOR WHICH THE ITC HAS JURISDICTION,

ADOPTED AN "EFFECTS"TESTTCREACHTIIOSE SELLING ABROAD.

JURISDICTION ONA CASE-BY-CASE, BASIS

THE TEST IS WHETHER OR NOT THE FOREIGN MANUFACTURER KNOWS

ITS PRODUCT WILL BE OR IS BEING IMPORTED INTO THE U. S. AS

PART OF AN UNFAIR ACT, WHICH ACT HAS AN ADVERSE EFFECT ON

U.S. INDUSTRY. IF SO, THIS JURISDICTIONAL FEATURE IS MET

AT THE ITC ALTHOUGH AN UNFAIR ACT MUST STILL BE PROVED.

THE ITC RATIONALE INCLUDES THE FOLLOWING AT PAGE 10:



there were grounds for imputing knowledge of
importation to the manufacturers even though
they never dealt directly with [U.S.] importers.
The record supports such a conclusion,
parti9ularlysirice no contrary evidence
was submitted. [Footnote: As shown

we adopt recommended finding 9.
Testimony before the Presiding
Officer by complainant's expert
witnesses indicated that manufacturers
sold directly to exporting companies.
This certainly gives us the basis
for imputing knowledge of Japanese
production that is exported, and
about the high percentage which"the
United States imports. See, Report
to the President on Prices and Costs
in the United States Steel Industry,
by the council on Wage and Price
Stability, October, 19'77.J

Thus it is fair and reasonable for the
United States to exercise jurisdiction over
those respondents who committed acts abroad
with the reasonable expectation such acts
wOl,lld affect U.S. commerce. Accordingly,
all motions to dismiss for lack of personal
jur isdic:tion were properly denied. "(Emphasis
added)

AND AT PAGE 11:

"The, use of the word "or " in section'337(a)
indicates that. we are not"""limited· to proscribing
only those .acts.which occur' durLnq the actual
physical process of importation. We may also

.cons Idervacts ioccur rdnq in ,the-sale by -'an ',Qwne:r,
importer ,consignee, ,oragent-:of· either~ This
sec.ondpart of section 337 (a) wouldseemtd
broadenvourij ur Lsd Lct Lon considerably, unless
limited in some way by the concept of> importation.

I"t. ,,is obvious·fromourtraditional. .roLe ,:not
:.toIIlentionou!' remedial provisions ,that ',Congress
intended section 337 to attack 'onlyunfair trade
practices which relate to imported .products . It
then-becomes. .c ruc i a.l ,to,discern::sorne' 'nexus :between
:unfair .met.hoda ior. acts and .impor t at Lon .before:this
ConunJssionhas power, to act. In-the present case,
it.is not. difficult to see such a relationship.
Unjustified sales by foreign manufacturers below
average variable costs become unfair methods or

,., .....
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acts'. intne import,ation.of tnesea.rt:~cle.~.,
because the respondents intended the products
to .become. articles .of."comrnerce .inthe United
States. Three separate 'observations 'can be
made to support this position •. \.. ...... . \•. "

First, OUI statute has a protective function,
in that itprotects~he domestic market from
those products sold in the United States,
which are the
" -second,itisclear that anyCornrniss
action.wnl.·have\as.gr~atan\ impact on the
manufacturer as it does on the exporter.
Hence:, to say::we::are/ not; re:g~la;iI'l9. sal.es
by regulating import practices is to take
a position which simply ¢Ioes.notconform
to reality.

Third, and most importantly, .~hemeaning
of the term "owner" must include foreign
owners. [Footnote omittedjWhat.possible
basis would there be for invok,ng exclus,on
powers,: to' remedY unfair acts. in' the subseguent
sale by domestlc owners? Our whole remedial
scheme' ,is. des'gned •.to attack unfair. acts
bete e the goods reach our shores, and in
that sense"respondents',arquments, are
ques ionable at best." (Emphasis added)

ONCE THE CO~ISSION TAKES JURISDI'CTION OVER

IMPORTER OR OWNER-IMPORTER, THE' INVESTIGATION WILL NOT BE

TERMINATED MERELY BY HIS CEASING TO IMPORT. THE ITC

RECOGNIZES THAT §337 WOULD BE TOO EASILY CIRCUMVENTED

BY ON-AGAIN, OFF- AGAIN IMPORTING. CONSEQUENTLY, THE

STATUTE (§ 337 (c ) REQUIRES THE ITC" UPON COMMENCING

INVESTIGATION, TO PROCEED TO CONCLUSION OF SUCH INVESTIGATION

WITH ONE EXCEPTION, WHICH IS SETTLEMENT BASED ON LICENSING
-.'.' :..... '.'.

THE PRODUCT UNDER THE SUBJECT PATENT WHICH WE WILL DISCUSS

LATER IN THIS TALK.
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THE THIRD ELEMENT OF A VIOLATION IS THAT THE

IMPORTATION MUST HAVE AN EFFECT OR TENDENCY TO DESTROY OR

SUBSTANTIALLY INJURE AU. S. INDUSTRY. THE U. S. INDUSTRY

IS DEFINED AS THAT PORTION OF INDUSTRY DIRECTLY PERTAINING

TO THE PATENT. THIS "INJURY· ELEMENT IS USUALLY EASILY

ESTABLISHED FOR THE ITCFINAL DETERMINATION. THEITC SIMPLY

LOOKS FOR PRodF OF AN ADVERSE IMPACT ON U.S. INDUSTRY AND A

NEXUS OR CAUSATION BETWEEN THE UNFAIR ACTIN IMPORTATION AND

THE ADVERSE IMPACT OIFU.S INDUSTRY;

HOWEVER;· COMPLAINANT' SPROOF OF THE<'!INJURY" ELEMENT
~ ....•. d" •.. '. ,'_.'. no_,' ,"

APPEARS TO REQUIRE A HIGHER BURDEN IN A PRELIMINARY DETERMIN-
" ,...... ""0'

n."'_••.. ,., I

ATION FOR A §337(e) PRELIMINARY REMEDY. IN ADDITION TO A

VIOLATION IN A PRELIMINARY HEARING, THE U.S. COMPLAINANT

MUST SHOW AN IMMEDIATE AND SUBSTANTIAL INJURY TO THE U.S.

INDUSTRY IF.. THE T.EMPORARY EXCLUSION WERE NOT GRANTED. RECENTLY,

IN CERTAIN APPARATUS FOR THE CONTINUOUS PRODUCTION OF COPPER

ROD, 337 TA 89, THE ALJ RECOMMENDED DENIAL OF A TEMPORARY

EXCLUSION ORDER BECAUSE THE U,S. MANUFACTURER COULD NOT

POSSIBLY BUILD AND SUPPLY THE MACHINES WITHIN THE TIME FRAME

NEEDED BY THE U.S. CUSTOMER WHEREAS THE GERMAN MANUFACTURER

COULD. IN EFFECT, THE ALJ REASONED THE U.S. MANUFACTURER WAS

NOT IMMEDIATELY INJURED BECAUSE HE WAS NOT IN A POSITION TO FILL

THE ORDER ANYWAY. THIS ISSUE IS PRESENTLY BEFORE THE COMMISSION

FOR ITS DETERMINATION.
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VARIOUS FACTORSll CAN BE' USED TO ESTABLISH THE INJURY

ELEMENT SUCH AS:

1. DECLINE IN SALES OF U.S. MANUFACTURED' GOODS

WHILE INCREASE IN SALES OF IMPORTED GOODS

LOSS OF MARKET SHARE - BUT SEE ~~~£

BAGS*

2. LOSS OF PATENTEE'S CUSTOMERS TO IMPORTERS

3. COMPLAINANT FORCED TO REDUCE U.S. SALES PRICE

4. DECREASE IN EMPLOYEES

5. DECLINE IN ,PROFITS

6. IOLING OF U.S. PRODUCTION FACILITIES (e.g.
TWO PRODUCTION LINES REDUCED TO ONE LINE)

7. LOST ROYALTIES (FROM U.S. LICENSEES)

*COMMISSION ME,MORANDUM OPIliION, JANUARY 1977, 337. TA.22.
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3. THE.AIlSEN<:E OF AN. ADVERTISING EFFORT OR
SALES FORCE. .. . .

4. INEFFICIENT PRODUCTION TECHNIQUES SUCH AS
MANUALLAIlOR.IN COMPETITION WITH A MODERN
CAPITAL INTENSIVE FOREIGN PRODUCTION.

5. OUTDATED TECHNOLOGY THAT PRODUCES AN INFERIOR
PRODUCT.

A STRONG SHOWING OF ONE OR MORE OF THESE FACTORS
'.... ,

MAY LEAD TO AN ITC FINDING OF NO VIOLATION OF THE SECTION,

BUT DO NOT RELY ON IT AS A STRONG POSSIBILITY.

NATURE OF §337 ITCPATENT ACTION

NOW THAT YOU KNOWSOMETHING.AEOUT THE VIOLATIONS OF

§337 , LET'S DISCUSS THE NATURE OFA§337 PATENT INVESTIGA­

TION AND WHAT YOU CAN EXPECT FROM ITC PROCEDURAL!\.CTIVITIES.

AS YOU MAY KNOW ,THE ITC ,UNLIKEACOURT ,.llJl,S . INVESTIGATIVE

POWERS AND JUDICIAL POWERS. DURING AN ITC §337 ACTION, BOTH

POWERS COME .INTO PLAY. UNTIL THE 1974 AMENDMENT TO THE

TARIFF ACT OF 1930, THEITC WAS A FACT FINDING AND REPORTING

GOVERNMENT AGENCY THAT MADE RECOMMENDATIONS TO THE PRESIDENT

WHO DECIDED WHETHER OR NOT. TO EXCLUDE PRODUCTS INVOLVED IN

VIOLATIONS OF §337. THE 1974 AMENDMENT GREATLYENLARG.ED THE

POWER OF THE ITCAND EXPANDED ITS ROLE. THE ITCWAS GIVEN

POWERS.TO CONDUCT .DUEPROCESS HEARINGS Cl'RIAJ:.Sl }l)'lI)ER THE

ADMINISTRATIVE PROCEDURE ACT*, RENDER ITS OWN FINAL DETERMINA­

TIONS AND ISSUE ITS OWN PRODUCT EXCLUSION ORDERS OR CEASE AND

DESIST ORDEks,· SUBJECT ONt.YTO JUIllbAf:. APP~At'1'b TilE:·· tc:pAb:R A

*SUBCHAPTER II, CHAPTER 5 OF TITLE 5.
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PRESIDENTIAL VETO OF THE REMEDY FOR'NATIONAL POLICY REASONS.

SO, THE ITC HAS BECOME A POWERFUL QUASI-JUDICIAL

BODY WITH A HISTORICAL MISSION AND PURPOSE (AS RELATED TO

§337) TO PROTECT"U.S. INDUSTRY FROM UNFAIR TRADE METHODS

AND ACTS IN THE IMPORTATION OF GOODS

METHODS AND ACTS, WE KNOW, INCLUDE PATENT INFRINGEMENT.

PROCEEDINGS COMMENCE WITH THE FILING OF A PROPER

COMPLAINT, A COpy OF WHICH WILL BE SERVED ON EACH NAMED

RESPONDENT INCLUDING THE FOREIGN MANUFACTURER (IF NAMED).

AT THAT POINT, ALTHOUGH THE PROCEEDING IS CALLED AN INVESTIGA­

TION, IT WOULD BE WISE TO CONSIDER YOUR COMPANY AS BEING

INVOLVED IN PATENT LITIGATION WHICH IN MANY RESPECTS RESEMBLES

PATENT LITIGATION IN THE U.S. FEDERAL DISTRICT COURTS. AS

MENTIONED ABOVE THE §337 ACTION IS NOT SIMPLY A FACT-FINDING

ONE, BUT IS QUASI-JUDICIAL IN NATURE AND CAN LEAD TO AN ITC

ORDER WHICH WOULD BLOCK IMPORTATION OF A FOREIGN COMPANY'S

COMMERCIAL PRODUCT.

THE INVESTIGATION IS FORMALLY UNDERWAY WHEN THE

COMMISSION ISSUES A "NOTICE OF INVESTIGATION" AND PUBLISHES'

THE SAME IN THE FEDERAL REGISTER. THIS WILL OCC:UR WITHIN

30 DAYS OF FILING THE COMPLAINT.12 THE ITC WILL ALSO

IMMEDIATELY ASSIGN AN ADMINISTRATIVE LAW JUDGE (ALJ) TO HEAR

THE CASE AND A COMMISSION ATTORNEY AS A "NEUTRAL" PARTY.

THE ALJ, IN TURN, WILL ALSO IMMEDIATELY ISSUE A STANDARD

ITC "PROTECTIVE ORDER" THAT PROTECTS THE CONFIDENTI'ALITY OF'

PRIVATE BUSINESS INFORMATION AND TRADE SECRETS AND RESTRICTS
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USE IN THE ITC ACTION OF. SUCH. INF01lMl\TION EXCHANGED.BY

THE PARTIES AS A RESULT OF DISCOVERY UNDER THE ITC RULES.

ONCE THE NOTICE OF INVESTIGATION IS PUBLISHED,.A

STATUTORY. CLOCK BEGINS TO RUN AND THE FINAL ITC DETEl!MINATION

MUST BE HANDED DOWN WITHIN 12 MONTHS (18 MONTHS IN MORE

COMPLICATED CASES) .OFTHAT DATE.'

IF THE COMPLAINANT SO REQUESTS, THEITC.ORTHE

DESIGNATED ALJ WILL CONDUCT A PRELIMINARY HEARING" WITHIN

THREE MONTHS'" OF THE NOTICE OF INVESTIGATION >l\ND THEITC

WILL MAKE A PRELIMINARY DETEl!MINATIONWHICH,IF. ADVERSE

TO THE IMPORTED GOODS, WILL INCLUj)EAN/.EXC~USION ORDER AND

A BOND····EF.FECTlVEUNTIL A .FINAL DETEJ<I1INATION ISMAj)E.

THIS MEANS THAT A PRELIMINARY HEARING, .IF CqNDU.CTED.,IS

FOLLOWED BY FURTHER DISCOVERY AND A FINAL HEARING BEFORE

THE ALJ .THREE OR FOUR MONTHS LATER.

BECAUSETHE.TIME PERIOD IS STATUTORY AND NOT EXTENDABLE,

THE COMMISSION IS VERY SENSITIVE ASOUT TIME. COMMISSIONER CALHOUN'S

'SEE §337(b)(1)

"THE ·ITCOOES NOT FAVOR PRELUiINARY HEARINGS BECAUSE THE
EXTREMELY SHORT TRIAL PREPARATION .PERIOD REDUCES THE PARTy' S
ABILITY TO PUT ON A WELL PREPARED CASE. ACCORDINGLY,
PRELIMINARY HEARINGS RARELY OCCUR. BQTSEERECOl1MENDED
DETERMINATION ON TEO HEARING, ISSUED SEPTEMBER 26; 1980,
337TA 89.

'''19 CFR§(e) (2). ~9 CFR §210 ARE THE. PROCEj)URALRULES
GOVERNING ITC 337 ADJUDICATIVE INVESTIGATIONS AND HEREAFTER
WILL BE REFERRED TO .AS "ITC RQLE NO'."

····§337(e).

~338~



-339-

UNLIKE AN ACTION IN· COURT WHERE THERE ARE ONLY TWO

•••

detelJri:i.h:a:E'i':on'U" is' "ano't:K~i'
essential factor. It has been a matter that was
of great concern to the Ways and Means Committee
"':-~~'~';;:;M"':':;;;O'"".:....',,"';';;:"":01 ;;:" ... '~~-~~,..-' "-IOlio(;i;;"'m"'-""A;o;""1(-;O-,j;;" ";0;.''':::",,'n-.,n'-

ap!,~ies!,er.. ,~OI.,()uld be \,..ry"o~cerned.and
interested -in'see-ing 'speedy 'aetermiU'iitions',
particularly whenw.e.aretal k~ng. abo.uteconomic
impact. If' industries are in trouble and they
need relief.. theyne..<l ij;.ri<;jht.away andi~
most cases, by> the timetheybdng the case
to. the. Internati"I!al Tr"<l.. Cornmissipn , .the
harinhasbaendorie, and for there to be
urmeceaaary del.;l,yworsens __ their .cLrcumstience •

,In"~Cld,~tion,_,,. I, ,thiI"1~",~C?;~~s_:":_,~,8:,,,t~_~,,<:oInmis~Lon
.. is' something' that is important" as' weIi'. The

pr Ice t9. sociej;y" .oJa liberalj:r"de policy i~
to assure that those elements of society that·
"re. unfairly\,urcJ..ned 9y.th"t.,0licy.have"n .
opportunity to' be' heard and have an opportunity
to .seek .. redr ..f's. '1n<l J thJnk ~" .to .the ..~t.en~ . that
t'he'-"law-'prbv-ide's,' 'eve:ry' pers'dn'" that can' make a
reasonable c1'li,!, for injury~h6uld have .an
opportunity to be heard before·the Commission;"

PARTIES, A PLAINTIFF AND A DEFENDANT, THE ITC§337 ACTI'OW

AL80INCLbDESAcOMMISSION STAFF ATTORNEY APPOINTEO'BY THE

COMMISSION'S OFFICEOFLEGA.L .SERVICES WHO PARTICIPlITESFULLY

ASlIPARTYALONG>WITHTHECOMPLAINANT AND THE RllSPONJ:)EIlT

PARTIES. THE STAPPlITTORNEY HAS A DUTY TO REl'RESENTTHE

. TESTIMONY AT HIS NOMINATIONHEA:RING, JANUARY 24, 1%0,

CAPTURES THE SPIRIT WITH WHICH THEITC TRIES TO COMPLY

WITH THE TIME REQUIREMENTS. HE STATED:



PUBLIC. )NTEREST,Ml\.KE INIJEPENDENTDI~COVERYON THE PARTIES

AND SUBMIT INDEPENDENT PROPOSED FINDINGS OF FACT<AND

CONCLUSIONS OF LAW ON ALL THE ISSUES ·BEING·TRIED. HE ALSO

ADVOCATES FOR AN APPROPRIATE REMEDY AND,ONOCCASION,, " -" .-.. --.'

ATTEMPTS TO FOSTER A SETTLEMENT AMONG THE PARTIES. FOR

THOSE EXPERIENCED IN TRADITIONAL PATENT LITIGATION IN THE

COURTS, THE PRESENCE AND PARTICIPATION OF THE COMMISSION

ATTORNEY IS A STRANGE AND SOMETIMES UNWELCOME CIRCUMSTANCE.

AS THE PARTIES ARE PREPARING FOR =AL, SO IS THE COMMISSION

ATTORNEY, AND, FOR MOST PARTIES, THERE IS A WILLINGNESS OR

A TENDENCY TO COOPERATE FULLY WITH THIS GOVERNMENT ATTORNEY.

HOWEVER, IT IS KNOWN THAT THIS ATTORNEY MAY TAKE POSITIONS

ON VALIDITY, INFRINGEMENT AND OTHER ISSUES ADVERSE.TO THE

PARTY THAT YOU REPRESENT. CONSEQUENTLY, A RESPONDENT OR HIS

COUNSEL MUST CONTINUOUSLY DECIDE THE DEGREE AND LEVEL OF

COOPERATION WITH THE COMMISSION ATTORN.Ey.,.HOW MUCH INFORMATION

AND TRIAL STRATEGY SHOULD A PARTY'S COUNSEL BE WILLING TO

SHARE AND DISCLOSE TO THE COMMISSION ATTORNEY? A PRUDENT

LITIGATION COUNSEL SHOULD APPROACH THIS QUESTION WITH A GOOD

DEGREE OF CAUTION AS HE PREPARES FOR. TRIAL.

ONCE THE. INVESTIGATION IS QNDERWAY, YOU CAN. EXPECT

TO RECEIVE THE USUAL. DISCOVERY. DEMANDS. SUCH AS SETS OF

LENGTHY. INTE;,RROGATORIES,REQUESTS FOR PRODUCTION OF DOCUMENTS,

AND/QR REQUESTS FOR ADMISSIONS. * IN ADDITION ,THE PARTIES

*ITC RULES 210.32, .33, and .34, RESPECTIVELY.
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AND THEIR EMPLOYEES ALONG 'wITH OTHER PERSONS SUCH AS CUSTOMERS,

IMPORTERS, ETC.* CAN BE SUBPOENAED FOR DEPOSITION. ALTHOUGH

THE ITC SUBPOENA POWER IS COMPULSORY IN THE U.S., A FOREIGN

MANUFACTURER WHO DOES NOT WISH TO PARTICIPATE IN THE PROCEEDINGS

RISK OF BEING SUBJECTED TO SUBSTANTIVE SANCTIONS. ** THIS PLACES

THE FOREIGN MANUFACTURERS IN A DIFFICULT DECISION-MAKING POSITION.

HE MUST BALANCE OPENING HIMSELF UP TO DISCOVERY OR LOSING ON THE

MERITS OF AN ISSUE AND >BEING FOUND IN VIOLATION DUE TO

SUBSTANTIVE SANCTIONS.

NOW, THE DIFFERENCES BETWEEN THE OPEN TYPE OF DISCOVERY

IN U.S. LITIGATION FOSTERED BY THE LIBERAL U.S. DISCOVERY

RULES13 (WHERE A PARTY'S COUNSEL MAY OBTAIN ACCESS TO AND

SCAN INTERNAL DOCUMENTS IN THE OPPOSING PARTY'S FILES) IS

IN MARKED CONTRAST> TO THE NATURE OF LITIGATION IN MOST OF

EUROPE AND THIS PART OF THE WORLD WHERE THE ABILITY TO

DISCOVER INTERNAL DOCUMENTS IS LIMITED OR NONEXISTENT.

HOWEVER, I CAN TELL YOU THAT IF THE U.S. MARKET IS IMPORTANT

ENOUGH FOR YOUR COMPANY, AND THE ALJ ORDERS YOUR COMPANY TO

OPEN UP ITS DOCUMENTS TO INSPECTION, IT WOULD BE DIFFICULT

TO REFUSE AND ACCEPT SUBSTANTIVE SANCTIONS AND RISK LOSING

THE U.S. MARKET. SUCH WAS THE> CASE IN COPPER ROD, >337 TA 52 >

*ITC RULE 210.35

**ITC RULE 210.36
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IN. WilIClI ..A J:,ARqE EURqPE!W COMP!WY OPENEQ .ITS INTERNAL sscosos

FOR INSPECTION !WD COPYING BY COUNSEL FOR THE U.S. COMPLAIN!WT

!WD THE COMMISSION ATTORNEY AS. ORDERED .. BY .THE. ALJ.

BECAUSE OF THE TIME LIMITS INVOLVED IN THE NORMAL

§J37 ACTION ,TlIERE ARE. ONLY mURAND ONE..,HALF MONTHS AVAILABLE

FOR DISCqVERY, WIjICH ISVERYSHqRT COMPARED TO TIjENORMAL

DISCOVERY. IN PATENT LITIGATION. ACCORDINGLy, THE AC:rIVITY

IN DISCOVERY IS INTENSE, .USUALLY UNDERTAKEN BY A TEAM OF .TWO

OR MORE ATTORNEYS. WITH .TECHNICAL ASS J;S:ri\NTS • IF ONE .. PARTY

IMPEDES DISCOVERY, THE IMPEDIMENT IS QUICKLy RESOLVED BY THE

OTHER PARTY. FILING A MqTION TOCO.~PEL DISCOVERY. THE MATTER

IS QUICKLYBRIEFEJ:) BY THE PARTIES AND DECIDED.BY THE ALJ TO.

KEEP DISCOVERY ACTIVITY MOVING FqRWARD AND.YE:r PRqTECT THE

RIGHTS OF THE PARTY OR.PERSONS INVOLVED. IN. ONE COMPLEX CApE,

APPROXIMATELY 250 MOTIONS WERE FILED .IN..A 10-MONTH.,ERlqD,

MOST OF WHICH DEALT WITH DISCOVERY.MATTERS*. NOT ALL CASES

ARE THAT COMPREHENS.IVE AND. IT. LARGELY DEPENDS ONTHEPRODUc:T,

SYSTEM OR.TECHNOLOGY WHICH IS SUBJECT OF THE INVESTIGATION

!WD THE DEGREE TO WHICH OPPOSING COUNSEL ARE WILLINq TO

COOPERATE WITH EACH OTHER.

AS PART OF THE DISCOVERY PROCESS, THE COMMISSION

ATTORNEY WILL oryPICALLY SEEK TO DISCOVER THE FOREIGN

"-- - --.-,. ... ".""-'

*TO SAVE TIME AND TRAVEL EXPENSE, SEVERAL MOTIONS I'1EREAAGUEO'
THROUGH TELEPHONE CONFERENCE CALLS AMONG ALL PARTIES' COUNSEL
AND THE ALJ WITH VERY SATISFACTORY RESULTS.



MANUFACTURER',::;" SALE::; DATA ,MANUFACTURING DATA; COST DATA

AND OTHER ECONOMIC,PRODUCTIO"AND SA,LESINFORMATION. HE

WILL ALSO DEVELOP,.INFORMAT,IO~t,AND"EVIDENCE ON THE ISSUES OF

INJURY TO THE U.S. INDUSTRY AS WELL AS THE PUBLIC: INTEREST

AND PUBLIC ,WELFARE ISSUES,,' ' THE COMPLAINANT WILL SEEK,TO

DISCOVERWHEN;AND,HOWiTHE: FOREIGN: MANUFAC'!'URERFIRST:LEARNED

OF THE COMPLAINANT' S.COMMEROIALPRODUCTSAND •WHEN AND HOW

THE FOREIGN. ,MANUFACTURER.' FIRST, DEVELOPED OR 'ADOPTED THE

DESIGN FOR THE ALLEGED.'INF,RINGING PRODUCT; ,IF HE CAN ESTABLISH

THAT THE U.S" PART¥".'S:PROPUCT. wAS FIRST: COPIED BY THE ,FOREIGN

MANUFACTURER TO EMPLOY ·THE, PATENTED INVENTION, THIS WILL HELP

STR,ENGTHENHIS CASE OF PATENT ,INFRINGEMENTiAND' PERHAPS VALIDITY

IN THES337 ACTION.

ADJUDICATIVEHEAllINGS* BE,FORE THE ALJARE:SIMILAR

IN MANY ,RESPECTS ,TOPATENT,TRIALS:,BEFORE'A:':FEDERAL:;DISTRI CT ,:' .

COURT JUDGE. THE PURPOSEOFA'.HEARING'IS;TO TAKEiEVIDENCE

AND HEAR ARGUMENT ,FOR THE.PURPOSE OF DETERMINING' WHETHER

THERE IS A,NIOLATION, OF S337;ORi' IN APRELIMINARYiPROCEEDING;

THERE IS A'1REASONTO.BEL:IEVE',' SUCH VIOLATION : EXISTS. EACH

PARTY INCLUDING •.THE COMMISSION ATTORNEY HAS.ARIGHTTO PRESENT

WITNESSES AND EVIDENCE,AND ,TO .CROSS.. EXAMINE,OBJECT;AND.DO ALL

OF THE THINGS ESSENTIAL, TO, A FAIR •DUE PROCESS iHEARING;THEALJ

IS BOUND BY ITCRULE 210.42:,ON EVIDENCEANDOFTEN;USES THE

*ITC RULE 210.41
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FEDERAL RULESOFEVIDENCEASAGUIDETODECID'ING VARIOUS

OBJECTIONS RELATED TO INTRODUCTION OF EVIDENCE. " 'NOTWITH­

STANDING THESE RULES, THE ALJ IS 'LIBERAL IN ALLOWING

EVIDENCE' INTO ,THE' RECORD.

AS "THE TIME FOR, HEARING APPROACHES , THE ALJ' WILL

NORMALLY ORDER THE PARTIES, TO,PREPARE,'PREHEARINGSTATEMENTS

waICH SET FORTH THE' PROPOSED ISSUES'TO'BE"TiuEDAND THE

RESPECTIVE POSITIONS OF THE 'PARTIES; THIS IS THE"PARTiES'

FIRST'OPPORTUNITYTO OBSERVE THE FORMALPOSITION'OF'THE

COMMISSION ATTORNEY ON THE, KEY ISSUES IN THE CASE, SUCH AS

VALIDITY AND INFRINGEMENT; SO FROM THIS POINT FORWARD THE

COMMISSION ATTORNEY SHEDS THE FICTICIOUS VEIL OF A NEUTRAL

PARTY AND BECOMES AN ADVERSE PARTY TO ONE SIDE OR' THE OTHER

OR BOTH. THE, JUDGE WILL ALSO CALL A PREHEARING CONFERENCE*

AT WHICH THE SCOPE OF THE HEARING AND OTHER MATTERS AS MAY

AID IN THE ORDERLY DISPOSITION OF THE HEARING WILL BE DISCUSSED.

REMEMBER THE TIME LIMITS AS PROVIDED IN RULE 210 ;41

A PRELIM1NARYHEARING (IF ONE IS REQUESTED) MUST BE COMPLETED

BY THEALJ WITHIN THREE MONTHS AFTER PUBLICATION OF THE NOTICE

OF INVESTIGATION AND,' THE >FINAL HEARING MUST BE COMPLETED BY THE

ALJWITHIN SEVEN MONTHS OF THE NOTICE OF INVESTIGATION. FORTUNATELY,

BECAUSE OF THE WILLINGNESS AND DEDICATION OF THE 'PRESENTALJS,

AT THE ITC, HEAR1NGSSOMETIMES ARE CONDUCTED BETWEENEIGHT'AND

TEN HOURS A DAY FOR FIVE AND SOMETIMES SIX DAYS A WEEK IF THE

*ITC RULE 210.40
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FINDINGS OF FACT AND CONCLUSIONS OF LAW,*** IT IS IMPORTANT

"AS TO WHETHER THERE IS, OR WHETHER THERE IS REASON TO

REVIEWING BODY FOR THE ALJ'S

*ITC RULE 210 .,53
**ITC RULE 210.5
***ITC RULE, 210. 4,

AND WITHIN 60 DAYS AFTER COMPLETION OF THE HEARING, THE

ALJ ISSUES A WRITTEN RECOMMENDED DETERMINATION AND OPINION*

COMMISSION ACTS PRIMARILY AS

THE COMMISSION THEN ISSUES A TIME SCHEDULE WITHIN WHICH

THE PARTIES CAN FILE WITH THE COMMISSION BRIEFS SUPPORTING

OR OPPOSING THE RECOMMENDED DETERMINATION AND CAN SUBMIT

ALTERNATIVE PROPOSED' FINDINGS OF FACT AND CONCLUSIONS OF LAW.**

RllPLY sF-rEFs 'w' TilE' cOMMIssIoN ARE ALSO SCHEDULED. BECAUSE THE

SETTING FORTH THE LAW AND ARGUING THE RECORD IN AN ATTEMPT

TO CONVI~tl!:T~E JlJriGEOF ~~EF~2Ttih FINDINGS AND MERITS OF

BELIEVE THERE IS A VIOLATION OF §337" AND CERTIFIES THIS

RECOMMENDATION TO THE FULL COMMISSION.

TO SUBMIT THOROUGH BRIEFS TO THE COMMISSION BECAUSE THE

COMMISSIONERS AND THEIR LEGAL SUPPORT GROUP, THE OFFICE OF

GENERAL COUNSEL, ARE' SEEING THE' CASE FOR THE FIRST TIME.

IN ADDITION TO THAT SET OF BRIEFS, EACH PARTY FILES AN

ORIGINAL SET OF BRIEFS ON THE RELIEF, BONDING AND PUBLIC INTEREST

CIRCUMSTANCES REQUIRE. IMMEDIATELY FOLLOWING THE HEARING,

POST-HEARING BRIEFS WILL BECOME DUE AS WELL AS REPLY BRIEFS
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SHORTLY THEREAFTER, THE COMMISSION WILL REVIEW

ON THE RELIEF, .BONDING AND PUBLIC INTEREST ISSUES~

ALL THIS BRIEFING IS FOLLOWED BY AN ORAL ARGUMENT

BEFORE THE ENTIRE COMMISSION ON ALL ISSUES. ALL PARTIES

ISSUES OF THE CASE. ALSO, ANY INTERESTED MEM~EROF .T~E

U.S. PUBLIC CAN FILE BRIEFS TO SUPPORT ONE SIDE OR THE OTHER

NOW, WHAT ABOUT REMEDIES? UNLIKE A FEDERAL

REMEDIES UNDER §337

ENTIRE MATTER AND, USUALLY TOWARD THE END OF OR.ON THE FINAL

DAY OF THE 12-MONTH STATUTORY PERIOD, ISSUE A FINAL DETERMINA­

TION* AND OPINION AS TO WHETHER OR NOTA.%]37 VIOLATION. HAS

OCCURRED AND ORDER THE APPROPRIATE REMEDY IF ANY. THE ORDERS

PARTICIPATE AT ORAL ARGUMENT ON THE VIOLATION ISSUES AND

ANY OTHER INTERESTED MEMBER OF THE PUBLIC OR THE U.S. AND

STATE GOVERNMENTS CAN ALSO PARTICIPATE ON THE PUBLIC

INTEREST ISSUES.14

THAT CAN AND OFTEN DOES AWARD MONEY DAMAGES FOR PATENT

VOTES PUBLICLY ON WHETHER OR NOT A VIOLATION HAS , THE
REMEDY (IF ANY) AND THE BOND (IF ANY). THIS IS CALLED A
"SUNSHINE MEETING".

ALSO SET THE BOND AMOUNT, IF ANY, UNDER WHICH PRODUCT CAN ENTER

THE U.S. UNTIL SUCH TIME AS THE PRESIDENT ACTS ON ANY IMPOSED

REMEDY. THESE BONDS HAVE RANGED FROM 25% TO 400% OF VALUE IN

RECENTLY DECIDED CASES.

THIS THEN WOULD CONCLUDE THE COMMISSION'S INVESTIGATION

OF THE MATTER WITH THE EXCEPTION THAT THE COMMISSION RETAINS

JURISDICTION FOR PURPOSES OF RECONSIDERATION OR REOPENING THE

MATTER AND ANY REMEDIES IMPOSED.



INFRINGEMENT EQUAL TO OR GREATER THAN A REASONABLE ROYALTY

(35 USC §284) WHICH DAMAGES MAY NOT BE PAID UNTIL THE APPEALS

ARE COMPLETED, CONGRESS HAS GRANTED THE ITC TWO AND ONLY ,TWO

FORMS OF REMEDY -- BOTH.OFWHICH ARE EQUITABLE OR INJUNCTIVE.

IN NATURE AND BECOME EFFECTIVE NOTWITHS,TANDING AN ,APPEAL.,

THE REMEDY SECTIONS OF §337, '(d)., (e) 'and (fl,

GRANT TO THE ITC POWER TO ISSUE TEMPORARY AND PERMANENT

ORDERS, EITHER AGAINST THE ARTICLES, EXCLUDING THE' ARTICLES

FROM IMPORTATION OR*, .AGAINST A PERSON, DIRECTING .SUCH PERSON

TO CEASE AND DESIST FROM ENGAGING IN',THE, UNFAIR METHODS OR

ACTS OF IMPORTATION THAT SUPPORTED THE lTC'S VIOLATION

DETERMINATION.

THESE ARE POWERFUL ··REMEDIES. ' AN EXCLUSION ORDER,

IDENTIFYING THE EXCLUDED PRODUCT, IS SUBMITTED TO ALL U. S.

CUSTOMS SERVICE OFFICERS.. THEREAFTER, WHENEVER THOS.E GOODS.

ARRIVE FOR IMPORTATION, THE CUSTOMS OFFICER,WILL DENY ENTRY

AND THE GOODS MUST BE REMOVED FROM THE U.S. PROMPTLY OR BE

SUBJECT TO CONFISCATION AND -DESTRUCTION.' IN EFFECT, THE

-EXCLUSION ORDER CLOSES THE U.S. MARKET FOR,THAT PRODUCT UNTIL

THE ORDER IS MODIFIED OR WITHDRAWN BY THE ITC.

THE EXCLUSION ORDER IS "IN REM" AND DIRECTED AGAINST THE.,.. - - ,. -' -' "'-.- " - -- ",-,',-- .. , .

PRODUCT WHEREAS THE CEASE AND DESIST ORDER IS "IN PERSONAM" AND

DIRECTED AGAINST A PERSON. CONGRESS RECOGNI ZED THAT A SOLE ITC

REMEDY OF EXCLUSION MAY BE TOO HARSH UNDER CERTAIN. CIRCUMSTANCES.

SO ,THE CEASE AND, DESIST ORD.ER SECTION (f)( 1) WAS, ADDED jll! filii

BY THE·1974 AMENDMENT15.

*SEE COMMISSION DETERMINATION, ORDER AND OPINION,
DOXYCYCLINE, 337 TA 2 (APRIL 1979).
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TtiNLIKElIN'EXCLUSION TORDERWHIC:ll IS ADMINISTERED BY THE'

CUSTOMS SERVICE, 'A CEASE AND DESIST ORDERTISADMINISTERED BY

THEITC ITSELFI6. THE pOWERoFTlliSORnER'HAST BEENMARKEIlLY

ENHANCEDTBYTHE197911MENDMENT TO TllE'TRADE'ACT WHIc:HADDED

PARAGRAPH (f)( 2) MAKING A VIOLATION OF THE lTC'S CEASE AND

DESIST ORDER PUNISHABLE BY A $10,000 FINE' dRTllE DdMESTIC

VALUE OF THE IMPORTED GOOOS' WHICHEVER IS LARGER", FOR "EAcH

DAY" ON WHICH,:rMPORTATIONOF ARTICLESdR TllEIRSALEOCCURS.

ENFORCEMENT ,OF THIS PROVISION IS THIl.OUGHAN ACTIONBROUGllT

BY THEITCINA FEDEIl.ALDISTRICT COURT AGAINST '1'HOSENAMED

AND VIOLATING THE ORDER.

BECAUSE OF THE EXCLUSIVE NATURE OF THESE REMEDIES,

THE ITCSOMETIMES FACES A SERIOUS OILEMMA.' WHAT CANARD SHOULD

THE ITC DQ,WHEN THE' EVIDENCE "IN"THEITC 'RE;CORDDEMONSTRATES

WITHOUT SERIOUS CHALLENGE THAT THE FOREIGN SUPPLIED SYSTEM,

MACHINES' OR ARTICLES ARE "FAR SUPERIOR TO THOSE' MADE IN THE U;S ••

WILL THE;ITCRISKTHE SERIOUS CONSEQUENCES OF KEEPING 'THEBES'!'

TECHNOLOGY FROM 'THE HANDS OF U.S. INDUSTRY? Nd'LONGER ARES337

ACTIONS BEING USED/SOLELY AGAINST THE IMPORTED FLdwOF CONSUMER

PRODUCTS SUCH AS CHAIN ',DOOR LOCKS (19 USPQ272h GOLF GLOVES (iTc

PUB. nO) ,PlINTY HOSE'{TARIFF CdMMPUB.(471)TAND PLASTIC SANDWICH

BAGS (33TTA22). INSTEAD, ACTIONS'HA"IIEBEEN "lIND ARE BEING 'FILED

AGAINSTTTHE'IMPORTATION OF BiG'MULTIMILLIdN'DOLLARCOMPdNENTS OF

HIGH TECHNOLOGY CAPITAL 'EQuIPMENT(337TA52). ALTHOUGH ONLY

ONE SUCH SYSTEM MAY BE SOLD'dRDELI"IIERED T01:J.S/INDUSTIl.Y EVERY
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TO WITHHOLD THE REMEDY .IF SUCH CONSIDERATION WARRANTS.

-3~9-

SHOULD NOT BE TREATED THE SAME AS CONSUMER ITEMS IN THIS

ANALYSIS AND THE ISSUE SHOULD NOT BE TREATED LIGHTLY OR

GLOSSED OVER BY TilE ITC. AMERICAN INDUSTRY AND THE FOREIGN

MANUFACTURER ARE ENTITLED TO HAVE THE lTC'S IN-DEPTH ANALYSIS

OF THE EVIDENCE ON THIS ISSUE BEFORE IT ISSUES ANY REMEDY

WHATSOEVER.

IF THE ITC ISSUES A REMEDY, THE MATTER IS. REFERRED

TO THE PRESIDENT (§337 (9». THE PRESIDENT HAS 69 DAYS WITHIN

WHICH TO STUDY THE MATTER, MAKE A NATIONAL POLICY DETERMINATION

AND VETO THE REMEDY IF .IT IS IN THE NATIONAL ·INTEREST TO DO SO.

THE MATTER IS INITIALLY HANDLED BY THE PRESIDENT'S SPECIAL TRADE

REPRESENTATIVE IN CONSULTATION WITH 'FHE '.'MHCUS I11"FBRES'FED

AND REQUIRED. THE ITC TO CONSIDER

THEREFORE, CONGRESS HAS CHARGED THE ITC WITH THE

DUTY TO STUDY, ANALYZE AND COMPARE THE IMPACT ON U.S.

INDUSTRY RESULTING FROM KEEPING AIlVANCEIlTECHNOLOGY FROM

OUR SHORES. INDUSTRIAL SYSTEMS EMBODYING HIGH TECHNOLOGY

UPON THE PUBLIC.aEALTH AND WELFARE, COMPETITIVE CONDITIONS iN

THE u.a.. ECONOMY, THE PRODUCTION OF LIKE OR DIRECTLY COMPETiTIVE

ARTICLES IN THE U.S;, ANDU.S.<COMMERCE" (§337d,e·,andf) AND

YEA..11. o.R18MO~THS,. TH.E NALUETO;U;S ; INDUSTRY Is BETTER!

RJ>FLECTED; IN THE SYSTEM'S PRODUCTION CAPABILITY THAT MAY RUN

AS MU.CHAS.$lOOMIJ;iLION PER YEAR.

FORTUNATELY, CONGRESS FORESAW SITUATIONS s!JCIlASTllis



THE VARIOpS. IN'rERESTEDGOVERNMENT.DE)?ARTMENTS (JUSTI CE;

C()MMERCE, STATIl) ..F'rC, ,ETC;) AND. THEPARTIE8' iU:PRESENTATIVES.

THE REMEDY BECOMES FINAL ON THE 61st DAY UNLESS THE PRESIDENT'S

VETO PREVIOUSLY ISSUED;

ANY PERSON ADVERSELY AFFECTED BY AN ITC FINAL

DETERMINATI()N i1AY APPEAL.SUCHDETERMINATION TO THE U.S

COURT OF CUSTOMS.AND PATENTAPPEALS·( CCPA). SEES337 (c).

'rHIS .COURT WILLTAj(E JURISDICTION IN THE SAME SENSE AS

APPEALS ·FROMp.5. CPSTOMSCOURTAND, IFTHECCl?A· REVERSES

THE ITC'.S E'INDING OF.,NON.,.rNFRINGEMENTORTNVAtIDITY':IT MAY·

TURN THE lTC'S FINDING OF.NO>VIOLATION INTOW'FINDING OF

VIOLATION OF§~37. SE.Il.STEVENSONv;U; S.T. T:.C.'ETAL ,·612>

F. 2dS46" (CCPA ,19.79) r..ANPCOMMISSION DETERMINATION AND·

ORDER, 9 ·OC'rOBER,1980., SKATEBOARDS 337 TA 3T .

PATENT LICENSING AND A §337 INVESTIGATION

NORMALLY; ·ONE WOULD THINK SETTLEMENT OF A §337

INVESTIGATION BY WAY OF PATENT LICENSE WOULD BE THE SAME AS
" '-"," "

SUCH SETTLEMEkT OF A PATENT ACTION IN FEDERAL DISTRICT COURT.

BUT THIS IS NOT SO - §337 ITSELF AND 19 USC §210 MAKE IT

DISTINCTIVE IN SEVERAL WAYS.

ITCRllLE:210.si PROVIDES:

II Motions for termination. Any party
maymo.veat any .. timefo.ran 'o.rdereo. .
[terminate] an investigatio.n befo.re the
~(;)nunissioll.f ,;J;9 ,,::t,et'm:i:n~_t:,e :the:;.,investigation
as to all issues in an investigation in
regarqto.:()n.,o.r more., but.nD..t all of
the respo.ndents, o.r to. terminate the
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in~egti~~ti6';i~kt()aIi~I'~;jt. ()ft.h~'
issues in regard to any or all of the
respondents. When a motion for termina­
tiollis I:>,,:~e(t,:!po'll}i<::~n~ing()ro~her
written agreements 'entered into between
th~p":rti~~'i.lcoPy,c>~suchli,,ellsing
oiother agreementsshalr be included
with,,_t~e rtl:(),1;:iq~,.:"

SETTLEMENT IN THE COURTS IS PRIMARILY' A MATTER

BETWEEN TWO 'PARTIES. HOWEVER/ TERMINATION OF A S337 ACTION

ALWAYS INVOLVES A THIRD INDEPENDENT PARTY, NAMELY, THE

COMMISSION ATTORNEY REPRESENTING GOVERNMENTAL AND PUBLIC

INTERESTS. HE, TOO, MUST REVIEW THE PROPOSED SETTLEMENT

AND 'UNDERLYING LICENSE ·AGRE'EMENT FROM THE PUBLIC INTEREST

STANDPOINT. IF HE FINDS THE SETTLEMENT TO BE AGAINST THE

PUBL'IC INTEREST OR ANTI-COMP ETITIVE, HE WILL OPPOSE THE

MOTION FOR TERMINATION. FOR EXAMPLE, IF THE LICENSE SETTLE­

MENT AGREEMENT PROVIDES PAYMENT OF Al% ROYALTY ON 'GROSS' u.s.

SALES FOR THE SAME PA.TENT LICENSE WHICH U.S. LICENSEE

MANUFACTURERS ARE PAYING A. 10% ROYALTY, THIS 'AGREEMENT WOULD

TEND TO'LIMIT THE U.S. MANUFACTURER'S ABILITY TO COMPETE WITH,

THE IMPORTED PRODUCT.' ·tN THIS EVENT; EVEN IF THE U. S.

COMPLAINANT WANTS TO STOP ITS EFFORTS, THE COMMISSION ATTORNEY ,

MAY PURSUE THES337 INvESTIGATION ALONE.

BUT COMMISSION OPPOSITION TO' A PATENT LICENSE SETTLEMENT

AGREEMENT RARELY, IF EVER, OCCURS AND USUALLY THE COMMISSION

ATTORNEY SUPPORTS AND URGES TERMINATION BECAUSE THE SALE OR

USE OF THE PRODUCT WILL BECOME LICENSED UNDER THE U. S. PATENT
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AND FUTURE IMPORTATION .WILL INVOLVE NO UNFAI~ ACT ORYIOLATION

OF §337.

BUT SURPRISINGLY, THE·MATTEll.I:lQES NOT END TIIERE. AFTER

THE JOINT MOTION TO TERMINATE .ISM.l\.DET(J THEALJ BY ALL THREE

PARTIES, THE ALJ MUST RECOMMEND TERMINATION AND CERTIFY IT

TO THE FULL COMMISSION. THE COMMISSION IN EXERCISING ITS

RESPONSIBILI'rY TO CONSIDER. THE. PUBLIC •I!'lTEREST, PUBLISHES

NOTICE OF THE PROPOSED SETTLEMENT. IN .THEFEDERAL REGISTER AND

USUALLY IN THE TRADE PRESS. AND INVITES INTERESTED. MEMBERS OF·

. THE PUBLIC AND TRADE OR INDU.STRIAL GROUPS .TO REVIEW THE PROPOSED

SETTLEMENT LICENSE AGREEMENT AND SUBMIT PERTINENT COMMENTS . FOR

ITC CONSIDERATION.

PUBLIC INTEREST AND OPPOSITION TOA LICENSING SETTLEMENT

OF A §~37PATENT ACTION RARELY. OCCURS BECAUSE IT IS WELL RECOGNIZED

THAT. THE.LICENSE ITSELF GRANTED. BYA PATENTEE CONVERTS THE UNFAIR

TRADE ACTS .IN:ro FAIR ONES AND THEREBY FOSTERS M(JREFAIR. C0m>ETITON

FOR THE PUBLIC GOOD. NEVERTHELESS, IF THERE ARE OTHER U.S.

LICENSEE MA!'lUFACTURERS,THEY.WILL. NO DOUBT EXAMINE THE PROPOSED

SETTLEMENT AGREEMENT AND COMPARE THE VARIOUS. CONTRACTPROYISIO!'lS

WITH .THEIR mm.

FORTUNATELY FOR THO~E PARTIESWANTI!'lG :ro SETTLE. WITHOUT.

A!'l ITCFIND1NGOF .wll.E',l'lIE.R OR !'lOT AvIOLATIO!'l (l?ATENT INFRINGE­

MENT) OCClJRRED, THE lTC, BEGINNING WITH TWO 1979. CASESl1,N(JW

RECOGNIZES .TlIAT PATENT SETTLEME!'lT AGRE.EMENTS RE!'I(JVE<THE NEED

FOR THE ITC TO DECIDE THEYIOLATION .ISSUE. THIS. RECENT DEVELOP~

!'lENT SHOULD FOSTER MORE SETTLEMENTS OF §337 PATENT ACTIONS.
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wi'fikvi'LOofirlI\.T THE S337 SETTLEMENT PROCESS FROM THE

STANDPOINT OF A PATENTEE WILLING TO LICENSE AND TERMINATE THE

ACTION. THIS IS NOT ALWhlTHE'CASE. SOMETIMES THE PATENTEE

BELIEVES IT IS NECESARY OR DESIRABLE TO ITS BUSINESS TO AVOID

U.S. WHAT POWER THENIl<:lE:Si~EITCIiAVE TO FORCE THE PATENTEE

TO LICENSE A WILLINGFO~';i~N MANUFACTURER? WHAT IF THE ITC

",

BELIEVES IT IS IN ;HEPUBLIC GOOD AND MORE COMPETITIVE FOR THAT

FOREIGN MANUFACTURER TO HAVE THE LICENSE? CAN THE ITC IN SOME

WAY COMPEL A LICENSE?
. .. ..•. .<-.'

ALTHOUGH THESE ISSUES HAVE NOT BEEN SERIOUSLY RAISED

NOR FORMALLY' AND DlRECTLYC:ON"SIDERED BY THE lTC, IT IS CLEAR"

TO ME CONGRESS DID NOT GRANT THE ITC COMPULSORY LICENSING

POWERS BY WAY OF S337. THE ONLY RECOURSE AVAILABLE TO THE

ITC IS TO WITHHOLD ISSUANCE OF A REMEDY FOR PUBLIC INTEREST

REASONS. * IF THESE CIRCUMS~ANCES DO NOT EXIST, THE ITC HAS

NO RECOURSE BUT TO ISSUE THE REMEDY IF IT FINDS A VIOLATION.

WHERE THE ITC "ISSUES THE REMEDY AND, THEREAFTER, THE

PARTIES ENGAGE IN LICENSING, THE lTC, UPON' RECEIPT OF PROOF OF

THE LICENSING AGREEMENT, WILL INVITE PUBLIC COMMENT ON THE

WITHDRAWAL OF THE REMEDY. "IF THE LICENSE IS NOT AGAINST

*THEONLY <:l~HER REASON To ihT~HOi.lJ A REMEDY ARISES WHEN THE

~i~TO~~;~~~EP~gTf~~~,!!~~~£~Cq~~~I~~:6i8;E~A$~~I~~~I~D
7329.
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PUBLIC INTEREST AND IS NOT ANTICOMPETITIVE,THE ,REMEDY

WILL BE W~THDRAWN.18

CONCLUSION

LET'S RECALL OUR HYPOTHETICAL CASE. YOUR DIRECTOR

ASKED YOU TWO QUESTIONS. FIRST, WHAT DOES THE PATENTEE

CORPORATION'S COMPLAINT TO THE ITC MEAN? SECOND, WHAT

ACTION DO YOU RECOMMEND FOR YOUR COMPANY?

YOU MIGHT ANSWER THE FIRST QUESTION AS FOLLOWS:

PATENTEE CORPORATION HAS SUED US AND OUR U.S •

CUSTOMERS BEFORE THE U.S. ITC. THE ITC IS LIKE A COURT AND

WILL CONDUCT A TRIAL. BECAUSE CONGRESS WANTS IT TO PROTECT

U.S. INDUSTRY FROM IMPORTED ARTICLES THAT INFRINGE U.S.

PATENTS CONGRESS HAS GIVEN THE ITC AUTHORITY TO ISSUE

POWERFUL ORDERS THAT CAN BLOCK OUR PRODUCT FROM REACHING

THE U.S. MARKET. THE ITC WILL IMMEDIATELY ASSIGN A JUDGE

TO TRY THE CASE AND A U.S. GOVERNME,NT ATTORNEY TO PARTICIPATE

ON BEHALF OF THE GOVERNMENT AND THE U.S. PUBLIC.

THE PATENTEE CORPORATION WILL BEGIN TO TAKE DISCOVERY

STEPS AGAINST US AND OUR CUSTOMERS AND WILL SEEK TO DISCOVER

OUR TECHNICAL DOCUMENTS AND BUSINESS INFORMATION SO THAT IT

CAN PREPARE FOR TRIAL THE GOVERNMENT ATTORNEY WILL ALSO

SEEK INFORMATION FROM US. WE CAN DEFEND THE ACTION AND DO

THE SAME TO THE U.S. CORPORATION AND PREPARE OUR CASE FOR

TRIAL WHICH CAN INCLUDE ALL LEGAL AND EQUITABLE DEFENSES. IF. . " .,' .. , .
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""'''' ;THIS MUST HAPP,EN ,'VERY FAST BECAUSE THE,ITC

PRELIMINARY TRIAL MAY TAKE PLACE IN 3 MONTHS AND FINAL

PLACE" IN 6 OR 7 MONTHS. THE PATENTEETRIAL

ONDER.THEPATENT. THIS ,CAN BE EXPLORED .ASWE ,PREPARE 'FOR

TRIAL. THE ITC WILL STOP THE ACTION WITHOUT DECIDING

WE 00 NOT COOPERATE, WE WILL ,PROBABLY LOSE AND FACE AN

EXCLUSION ORDER.

CORPORATION MAY WAIVE THE FIRST TRIAL IF HE SO DESIRES.

MANY ITC PATENT ACTIO!llSARE:S~TfJ:.~D BY LICENSING

NOW, THE SECOND QOIiSTION - WHAT COURSE OF ACTION DO

YOU RECOMMEND FOR YOUR COMPANY? I LEAVE THAT FOR YOU ,TO

DECIDE. THANK YOU.

INFRINGEMENT ONLY "IF. 'WE AND THE; PATENTEE 'CORPORATION. ';AGREE

TO LICENSE. THE GOVERNMENT ATTORNEY WILL PARTICIPATE IN THE

LICENS.E NEGOTIAnONS<)INO ;USUALLY AGREES TO AND SIGNS THE

LICENSE AGREEMENT BEFORE THE ITC STOPS THE CASE. HE WILL

AGREl!:'OlIlLl!:SSTHE LICENSE IS INHERENTLY DETRIMENTAL TO OTHER

U.S. LICENSEES OR THE U.S. PUBLIC.
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REFUSAL TO DEAL (AUDIO EQUIPMENT, 337 TA 7)

PALMING OFF (STEEL TOY VEHICLES, 337 TA 31)

(AUDIO EQUIPMENT; 337TA 7)

FOOTNOTES

(STEEL TOYVEHICLES, '337 TA 31; INSULATED
CONTAINERS 337 TA 59)

(SOLDER REMOVAL WICKS; ,337 TA' 26)

MISAPPROPRIATION'OF TRADE SECRETS (COPPER ROD, 337 TA 52)

CONSPIRACY AND ATTEMPT TO BOYCOTT (TRACTOR PARTS, TAR COMM.
PUB., DEC. 1971)

UNFAIR ,PRICING'PRACTICES (GAME TABLES , 337 TA 34 ; COFFEE
337 TA 16)

RESTRAIN TRADE AND ATTEMPT TO MONOPOLI ZE (COLOR TV SETS,
337TA23)

FALSE MARKING COUNTRY OF ORIGIN (CERTAIN CERAMIC WALL TILES,
COMPo FILED 3/29/66)

POLICY OF PREDlTORY PRICING (WELDED ••• TUBES, 337 TA 29;
SWIMMING ,POOLS; 337 TA25)

TRADEMARK INFRINGEMENT (RECLOSABLE PLASTIC BAGSi337 TA22)

PATENT INFRINGEMENT - GREATEST NUMBER (IN RE VON CLEMM,
229 F.2d 441)

TERRITORIAL RESTRICTIONS

DECEPTIVE ADVERTISING (SOLDER REMOVAL WICKS, 337 TA 26)

FALSE 'LABELING

1. COPY APPEARANCE
(TRADE DRESS)
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7. 28 USC §1400(b) and §1391

6. 197 USPQ 472.

8. 35 USC 281.

5 • SEE REPORT OF THE' COMMITTEE ON IMPORTATION
OF ;UNPATENTEilPRODUCTOF 'PATENT¢Il·.PROCESS ,
JOURNAL OF PATENT OFFICE SbCIETY,Q<:TOBER,1937,
VOL. XIX, NO. 10, AND PROTECTION FOR PROCESS
PATENTS AGAINST IMPORTED GOODS, LEON T; STARK,
NEW YORK UNIVERISTY LAW REVIEW, NOV. 1959,
P., 1254 - 1270

4. 75 ••".:,,, '.'.. "" '..... m."

3. ,3~ F,.2d 247 ,CCPA 1~30.

2. SEE COMPLAINT FOR IN 'RECERTAIN APPARATUS FOR
THE CONTINUOUS PRODUCTION OF COPPER ROD,
337 TA '52, FILED APRIL, 1978.

9. HOWEVER,SEE'MONOLYTHICCll.TlI.LYTICdONVER.TER.S,
337 TA 18, ITCORDERISSUED, DECEMBER 3,,1975 t

WHEREIN THE ITC HELD A MERE DOMESTIC SALE BY A
U.S. COMPANY WHO IS NOT AN IMPORTER IS NOT
ENOUGH FOR ITCJURISDICTJ:ON OVER THE SELLER
AS A PARTY RESPONDENT. '

10. 337 TA 29, ITC 19'78'."

11. IN RE CERTAIN THERMOMETER SHEATH PACKAGES, 205 USPQ
AT 945, CCPA, 1979, IN RE CERTAIN COMBINATION LOCKS,
205 USPQ 1124 at 1127, CCPA, 1979, REUSABLE PLASTIC
BAGS, 337 TA 22, USITC, JANUARY, 1977.

12. 19 CFR 210.12.



~358-

13. SEETHE FEDERAL ,RULES OF CIVIL PROCEDURE,
RULES 26-3 7,: WHI CHGOVERN DISCOVERY, IN, THE O.S •
FEDERAI.COURTS.THEITCJlr.J'S USE THESE RU,LES
TO GUIDE THEIR OWN DISCOVERY DECISIONS. '

"

17. SEE CERTAIN SYNTHETIC GEMSTONES, 337 'TA50,
COMMISSION ORDER AND OPINION, MARCH 20, 1979;
,AND ALTERNATING PRESSUREPADS,<337 'I'll. 48 .r. :NOTICE
OF,TEIlMINATION,FEBRUi(RY },1979.

16. APPROXIMATELY ONE YEAR AGO THE ITC ORGANIZED
A COMPLIANCE OFFICE TO ADMINISTER ISSUED CEASE
AND DESIST ORDERS.

15. SENATE REPORT (FINANCE COMMITTEE) NO. 9:r-129S,
CHAPTER 4, P. 7331, NOVEMBER 26, 1974.

18. NOTE, CERTAIN SURVEYING bEVICES, 337 ,'I'll. 68,
JULY, 1980, WHERE THE EXCLUSIOIlQRDER FOR
DEVICES INFRINGING A U.S: PATENT INCLUDES
"EXCEPT WHERE SUCH IMPORTATION IS LICENSED
BY THE OWNER OF SUCH PATEN'I''':.

14. IT IS AT THIS COMMISSION SES~I:bN wHE:NSTATEMENTS
FROM INTERESTED ELECTED OR APPOINTED OFFICIALS
ARE RECEIVED. FOR EXAMPLE" ,IN, COPPER ROD,
337 'I'll. 52, APPEARANCES AND STATEMENTS WERE
RECEIVED ON BEHALF OF (1) U.S. SENATOR S. NUNN,
GEORGIA; (2) ,U.S. SENATORH.,E. TALMADGE,GEORGIA;
(3 lIlON.GEORGED.IlUSBEE,GOVEENOR,qEPI'GIA. ;
(4) .U ,S.I'EPRESENTATIVE, NEWT GINGRICH,GEORGIA;
AND (5) MI'. JAcK WELCH (GIlORGIA DEP'!';iPFIND,
ANDTRADEl. '



..(a),UNFAIR. METHODS· OF· COMPETITION DECLARED
•..:tiNLAwFUL,..." .•ijnfai••,. met.hods·····,o o·f·c,competition·.·;.and"·unfai.···

acts .In.the . ,impo.,tation.Qf .,a.ticles into.,the.';United
S,tates,-:;, 'C>I:':,,:-in:.:tAe:'ir,sal,etOy "<.the owner ,.::impo'tter,
,cons-igl1:ee ,:()i~ a,g:~nt, "o,f:: e-ith~r:,::the<,eff,eG,t or ,,:tendency
of ':wh.ichis ..•.100.: dest.oyo. subs.tantiallyinj ur ec.an
indust.y ,efficiently,andeconomically ope r ated,inthe
Un.ited States/or :.100 p.eventthe establishmentoL.such
a:l1,:--, :il1du5;~ry" ,,9[- '._ to::,,'r'estrain,' or monopoI ize t rade. ;and
.ci-qmmerc~, ..i I1 ,:t ,lle ,,·Uni1::.ed ::.,StCite,s::,-; ,,::q.t'_e:,:-,de.c,lared unla.wful,a"e .when fou"dbythe Comm Lss-Lon. tQ; exist.shall be
dealt wi.th, iI),."editionto, any Qtherp.Qvisions of law,
asp.ovided in. this sect Ion,

APPENDIX.I

UNFAIR PRACTICES IN IMP9RT. TRADE
", ", .... -

usc 1337

(bl( 1).. INVESTIGATION OF VJ:OLATION~ ',' NCOMMISSION;
TIME LIMITS: • TheCommissiQn .. shal1. investigate .any
alleged. violation· of th£s section,oncomplaint:unde.

': oath or:,:upon"c:,its:"i:n-it ia t ive • .upon:'commenc i ng :,';- .any.isuch
. investigation, the:CommissiQn ::shall :·publish.notice
the.e,ofin .th.e,Fede.alRegiste.; The..:Commissionshal1
concLude ',any 'such -investiga,t:-i.on'i;;:::and .:make ·its
cletermil1at~on,under: this section,,: at' the earl-iest
practiLcab.Le time, . but not lat.e ..... than one yea.. (18
months .in mo.e. complicated cases). aft'er the date of
pUb~ic,a,~i9p. ,,9; ,r: .: not Lce. ",~,of : such inv:e'sti'g,ation. '-The
.Commission.shallpubHsh ill' tI1.e·Fede.al.Registe. its
r'e,9-s()~~_',-f9r,,;,,'d'e§~gn~,ting,_ any -investigat ion as a . mor e
.compJ,j,cated investigatioll, For .purposea- of the. one­
ye.a.and .:L8;7mQnth per.Lods pr eacr Lbed by.. this
SUbsection, t.her e shall be excluded any pe r Lodc.of, time
during which such investigation is suspended because of
proceedd.nqs in a cour t or agency of the United States
~,nyplyiz:1gs;iJIliL:u:,,, qll,l3:~1::~:()~~,,:;:~()~<::t:_r_I'1iI19' the subject
ma~1::e;l:'-~,9f, such. ~I1VE!st_~gations,,;"

. .(.2)IlUdng.the :.c.ou.Seof each investigation
under this secti,cm, .tl:J.e:,C.ommissi,on:,::shal:l consult. with,
and seek advice and information from, the Department of
Health, Education, and Welfa.e, the Depa.tment of
Justice, the Federal Trade Commission, and such other
departments and agencies as it considers appropriate.
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(3) Whenever in the course of an
investigation under this section, the Commission has
reason ·to believe, based on information before it, that
a matter, in wh?le .or,,}I1: par t , I1\<3Y come" withi,n "the
purview of section 1303 of this title·· or of part II of
sUbtitle IV of this chapter, it shall promptly notify
the Secretary of the Treasury so that such action may
be taken as is otherwise authorized by such section and

. such Aqt, If the commfas Lcnvnas reason to believe the
mateer .before it is based so I e'Ly on alleged ,. acts and
effects which are within thepurviewQf section 1303,
1671, or 1673 of this title, it shall terminate, or not
institute, any investigation into the matter, If the
Commis.sion has reason to believe the matter before it
is based in part on alleged acts and effects which are
within the purview of section 1303, 1671, or 1673 of
this, title, and in part on alleged acts • and . effects
which may, independently from or in conjunction with
thQse<withinthe purview 'of such section, establish a
basis for relief under this section, then. it may
institute or continue an investigation" into 'the matter.
If the Comm Las Lon notifies the Secretary or the
administering authority (as defined in section 1677(1)
of ..this .titleJ. with .. respect toa .: matter under this
paragraph,the Commission may'· suspend its investigation
during the time the matter' is before the Secretary or
administering authority for final decision, FQr
purposesofqomputing the I-year or. l8-I1lQnth periods
prescribed by this SUbsection, there shall be excluded
such period Qf suspension, Any final decision of the
Secretary under section 1303 of this title or by the
administering authority under section 1671 or 1673 of
this title with respect to the matterwithin~uch

. section 1303, 1671, or 1673 of this title of which the
Commission has notified the Secre'tary' 'or 'adIninist~ii'ing

authority shall be conclusive upon the Commission with
respect to the ·.issue of less-than-fair"'valuesales or
SUbsidization and the .matters necessary for such

, .dec Lsdon ,

(c) pETERMINATIONS ; REVIEW; The Commiss ion shall
determine, with respect to ,each,'investigation'cohducted
by it under this section, whether or not; there is a
violation of this section, Each determination under
subsectIcn (d) or (e) of>thisSectiOri·~hal1b~.mad~ on
the recordafternotice·andCiopportunity for.a hearing
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in cOilforIl1itywith johe provisions of sUbchapterU of
ChapterSof'ritle ?~. A1l1egal. and equi tabled"fenses
IIlaybepresellted inallcas~s,.. Any person, advezseLy
aUect~db.¥ ~.final d"t"rminatioflof.th" Cqmmission
ufld~rs\,bs"ctipn(dl, Cej, or (.f )of.thiss"ctiqn may
appeal' such de:tepninatio.il. tp the .United States. Cour.t,of
Customs and P2it"nt' App"als.Such court shall have
jurisdiction to review such determination in the same

~~£'L,,_,l?~SID§::;;i~,,;:!JJ!l~J:.:pJ;._igJ)§_. and
'sppe'slsJtbm ..•• decLs ions', of

td) EXCLUSION OF ARTICLES FROM ENTRY. It the
~,<?mm-~ss'i"()n·-.-9~~~rmines't.'j,(is.,,-(i ~~;~ult:; "of a~_-,: iJ?~e~t-:~gat-ion
under thiss"cti},il,.~hat 1ohe~" is. violation of this
sec tLon ,.itshalld~rec;tthat th" .arti<;:l"s concernad.,
import"dby. anyp"tspnviolating th"provisi"n of this
sec t Lon, be "xcl.ua"d.from"ntry .into.tlieqnited Stat"s,
unl"ss,. aft,,~consiMring th" "U,,<;:t of such exclusion
upon '101:1" publich"alth and.w<;!1f~re" comp"titiv"
cPlldit:ions in. tl:1"Uni1o"Cl Stat"s econqm¥, th"production
of lik".prdi~"c1olycomI>"titiv"artic1"s'in th",.UniteCl
Stat"s,andunited .Stat"s cpnsUl))"rS, i t.finds ,that such
arti<;:l"s. Should.np1oR". "xcluCl"d;.frol11. "."fltrY.,'rh"
Commission sh2illriotifY./.1oh" •. S~cr"ta"yo:f che Tr"asury
of its action under this 'subs"ction . dir"cting such
exclusion from entry, and upon receipt of such notice,
th" S"c;r"tary ~hall, throughth" proper officers,
:F:,~~~~{:- 'such;Etnt~y:'4 -'

(e ) EXCLUSIONbFARTIC::LE:~ FROM ENTRY DURING
INVESTIGATION EXCEPT UNDER BOND. ,It, Cluriflg •. th" CO,,IrS"
of' .an;Jnve_:~tig~tion::u~_cJer-:, tl1i~,;::se<:~ion:,· ',tl1e-< .commLss.Ion
d"t"rmin"s .that •. th"r" . i~reason to b"lie"" .. that. t hare
iSi a vipl,at~on()fthis~"ctioll' itma;" direct that to!)"
,aFt: i~~,es,;'?'Qnq~Fned;"; ~,IllPo'r-~~q ,:by a~¥ p~; §i5m:., wi.:t;h,:r,~sp~ct
'tq:, wh()JU:_tht=,~,e:.is ::c:e,a~:Rp.:,-:to .'ge.1,i,E!ye t.tl~t such ·,-:per~s.eIl,::-is
violating this .s."c):i.on, .b" excIuded f"om>entry ill):q. the
Unit"o State~,unl"ss" .a£):"r·consideringth" "U",,): of
s\'c;h excluSioIll,lpoll.thepublic he a.Ltih and w"lfare,
comp~t;,it i v'E:_ .coridit iOl'1s}f<:·the'.,._ul1.+~.ed,,-:,stat;es ;'~C:CJnomy
thepr(>du<;:tion (>flik"pr dir"ctly comp"titiv"artic~"s
in the "United 'States, and unit~d: ,~;~a:_1;::'E!§" c~nsurner-:s,., . -it
finds that such articles should 'not b" excluded from
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entry. The Commission. shall notify .the . S""t"."tary of
the Trea.sury of its actioll ·imdeF this . subsection
dir ecting' such"exclusi0rl -'",fr:om' .- ~ntri-,'-'a~cl ..uP9nr:ece:ipt
of such "otice, the Secretary shall, throu<;!11 tile .proper
officer,~,_ ref~se.such'entry;';' except:'tha"t, ,~qc::h;art~c~es
shaUbee"titledto e"try undeFP"nd ~"terlllined by the

. Commission and prescribed by theSecret"ry. . .

(f)(l) CEASE AND DESIST ORDERS; CIVIL I?ENALTy'FOR
VIOLATION OF· ORDERS, In lieu"f takin.<;!actiOnunder
subsection (d) or (e) of this section, the Commission
may issue and cause to be served on any person
vioh.tin<;! this se"tion, or believed., to be violating
this-secti()n, as:"tht;"',c,ase ·'may':beI.:-an or,Cier: .,direct,iog
such person to cease and desist from "ngaging in the
unfair methods "or", ,acts i I1yo l y ed', __unl~ss __ "aJi:,er
considering the effect. of su"h. QrdeF uponvtihe public
health and welfare, competit iye ""nd.itions .in. the
United. States. economy, . the .l'rqducti,on of like or
directly competitive articles .. in~he United States ,>and
United. States consumers, it.finds that s\lchord"r
should not be issued; .The COmJllission Inay at. any time,
upon-.s.uch,notice. and_,iI113ll~tl, m:'7~,n,er as i,t,.,de'1Ins pr0l?er,
modify" or:,~,evoke''any",such ?rd~I:~-"~Q9i' ~I):'1:h~ ce..£;~::o~;,,;a
revocation; may takeac~ion u!,d"r •SUbsection (d) or (e)
of -this section, as ',the '~ase':',m~y be"-' ,

(2) Any person who violates a!' order issued by
the Commission under paragraph (1) after· ithasb",c:ome
final shall forfeit and pay to the United States a
civil penalty f()r. each P<iY on which a!' Impor t at Lon of
arti'C,Ie:;:;,,, or .. ttleir ,:sa'le,'-occ;llr9; in::"v~.ol~tioll:of,: t,he
order of. not more . tha" the gr"ater OfgJ.O,QPO or the
dom",stic value of the articles entered or solp on such
day in violation of theorc:ler '. Suc.hpenali:y. shall
accr ue: to the United Staj:esanp.. may. be .. r ecove r.ed for
the .' United States in. a .civil· a"H()n .. bro,,;ghtby the
Commission in the. Federal Distric.t .C"urtfor. the
District of Columbia Or for . the district in ",hic!:l. the
violation occurs! In suchactions,.<the.Un~ted.St<i~"S
distr ict courts '-;nay iSSUE! IIlal1c1a1;()ry iryj unc1:,i911S
incorporating the . relief souqht; by .• the COffill\issiqn. as
they deem: approgriate •in the enfor.cement of such..final
orders of the Commission.
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. (g)( 1 )'REFE1lRALTb PRESIDENT•. i~.f the C?mmission
deterrnines,·"that there":'-is a viol'atiOn"of this' sec'ticn,
or. that, fore' purposes 'of . supsection .. (el •. of , . this
section"thereiscreason to believe that there is such
a v.iolation, it shall..;-

(A) publish such determiha.tion in the
Federal Register, and

. ,B) .. t.ransmittOthePresi~ent a copy of
such determin<:ltion and the acti6ri'tak;>n .under
subsection (d),· (e), or (f) of this section, with
respect thereto, together with the record upon
which sllchdetermination is baaed . , ,

(2) . If, before the close of the 60..;daYj,leriod
beginning on . the day after the day on which he.receives
a copy of such determination, the President, forj,lolicy
reasons, disapproves such, dete~minatio'nClndnotifies
the Commission of his disapproval ,then,effe,,,tive on
the date of such' notice, such . determination and .the
action taken under subsection (d), '(e),'or (f) of this
s<;>ction with respect thereto shaH have no force or
effect.

(3) SU.bje,,1;totheprovi$ion$, of pa~agr~ph
(2), such.' determination shall,. except -, forj,lurposes '..of
subsection (c) of this ~ection, be effective upon
publication thereof' in the .Federal Register , anCi the
actibntakenundet"subsection (d) ,«e), or (f)' iif ··this
section with respect thereto shall be effective as
provided in such sU_bsect~(,}~s, ",~xcept t:~~t ,arti?les
directed to be excluded f~omentryunder subsection (d)
c.f ",this aect Lonvor ,subjE7ct ,to,., :Cicea~e ariCi" defi~st' o,rder
under subsection (f)?fthissection shaH be entitled
to . entry under bond determined by the. qommission ·~nd

prescribed .. by the '.' secretary until such" determination
becomes final. .

(4) .. If.tl\e.presidentdoesnot. cl~sapprove such
det.ermination wi1;l\itl .....such.. 60-day .... ~period i opif •. he
notifies the Commission before the closeofsu"h period
that I\e approves suchdeterminat~ontthen,forpurposes
of paragraph . (3) and subsection (c)?fthis section
such determination shall bec'ome: final on the day after
the close .of sllch period or . the'.' day on ..which . the
Pr.esident <not'i:fies the:" :Commiss'ion- _o'f'-'hi~ ,,'approval,as
the case may be.
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purposes
of ·this
customs
general

United

.. " ... (h) PERIOD· OF EFFECTIVENESS. Except as
provided in subs.ections (f) and (g) oLthis section,

-any -exclusion from entry or order .under this; section
shall continue in effectllntilthe. Commission. finds,
and in the case of exclusion from entry notifies the
Secretary of the Treasury, that the conditions which
led to sllchexclusion.fromentry. or order no Ipnger
exist. '

( i) IMPORTATION BY OR. FOR .UNITED STATES . Any
e.xclusionfr.omeJ1try or .order under .subsection (d),
(e), .or (fl. of this section"in cases based on claims
of United States letters patent, shall not apply to any
articles imported by and for the use of the United
States, or imported for, and to be used for, the united
St.ateswit.h the authorization· or consent of the

. Government.· Whenev.erany article would have been
eXCluded· from. entrY:corwould not. have. been entered
pursuant tQ the prov.isionsof such .subaec t i ons but!.for
,th~_ operac Lcn ,of,thi~.:,:,subsect:ion', a patent owner
adversely.af.f.ected shallbeentitled .. to reasonable .and
eIltirecomPe:nsat,~on .Ln aniact ton be,for,e ,,:the Court of
C1a1ms PUrsu,mt to the procedures ,of section 1498 of
Title 28 .

. (j.) OEFINITION OF.UNITEO·STATES..For
. cif.this section and s.ections ..l33.8, rand ,1340
·t.itle",'1:he; - ;term "UnJ:te<:i States" means' the
territory of the united States as,.defined in
headnote 2· .0£ the Tariff.. Schedules of the
Stat.es •.

June 17,1930, 497c.Tit.l.e HI, §337 ,46 Stat. 703;
Proc.No. 2695, JUly4,1946,11 F,R" 7517, 60 Stat.
1352; .Aug . .20 r, 1958, I'ub.L.85...68.6, §,9(c) (1)<.72 Stat.
679; Jan·. 3, 1975,Pub.L.93-618"TitleIII, §341(a) r
88 Stat. 2053; ,July 26,1979, pub.L •• 96...39, Title .I,
§106(b)(1), Title XI, §1l05, 93 Stat. 193,310 .

.§1337a. IMPORTATION OF PRODUCTS PRODUCED UNDER
PROCESS COVEREO, BY CLAIMS 'OF UNEXPIREO.PATENT. ·The
irnport~'!:ion,:,for, use:" sale" OI-" exchange -of' a·,:'product
made, pr:oduceCi,:,-_"pt'o,ce~l;3,l?d" or':,,-mi-ned 'under:,",::qI by means
",ic" pr,ocess, .cov.ered"py>the claims ,Qf .anyunexpired
v.alid. united States.letters patent, shall hava.chevaame
status for . the pu·rposes of section 1337!;of . this title
as the importation of. any;.product ocar.ticle coveredby
the claims of any unexpired valid United States letters
patent.

July 2, 1940, c. 515, 54 Stat. 724.
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OUTLINE

There are striking differences: between: a Japanese

and a purely Jun~_rican-Bri-tish -contr,act·" .Ln respect to

,tlle -w.ay each is .dra:fted and to' legal' meanings the

contract bears.

On account of these and other factors which I will

elaborate later in my speech l people of this and other

countries very often put on a show of emotion, some­

time comical and sometime tragic, when negotiating for

an agreernenta

It seems that our attitude towards a contract is

now and then misconstrued as something puzzling in the

eyes of foreigners.

Now, by drawing your attention to the characteris­

tic features of a Japanese contract and the attitude

of the people towards it with the underlying cultural

and custom background, it is my aim to show you that

the Japanese is not a people who are blunt in their

understanding of a contract and also the fact that the

idea of a contract entertained by people of this

country and America and Britain having different cul-
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turaI::' 'and: ,soc.IeL backgrounds ,'d'iffe'rs 'in nature in a

'var-yLnq..degree,.:::

In observing the characteristics of a J~panese

contract from the legal aspect based on IIFair-and-

point in the:·:,second chapter,of',:my talkswhy-:::a: Japanese

contract. goes"further::than~:tb:endonly ::in,;-:w6rds~

Relations of trust built -o'r::-:impl'anted amoiig:,,:the"::peopl"e

concerned through renewal or the continuation of

contracts play a role more significant than what are

written ina contract.

Now, taking up the idea of a Japanese contract and

regarding.it as a reflection or result of a distinctive

culture fostered in a long period of time or history,

I will explain to you in the 3rd chapter that a

Japanese contract is the product of the pattern of

behavior of the emotional people.

As you are aware, American and British people

behave in an intellectual or cool manner and they have

high regard for principle and theory or rules and law;

while the Japanese mode of behavior is emotional and

family-like with strong emphasis laid not only on

personal relationship but also on relations of trust.
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the Americans and British are intellectual,:that:·.ts.;'·

why they react coolly and the Japanese are emotional

orwh~"'they react:-::emotig~~llYi let me point to the

historical and climatic traits of each race.

III Eihort,:,I .beLi.eve.cehat.cthe differenc'e in their

attitqde.,·t,owards a:cQntract,:lies nowhe.re-but; in: the:
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1': '±hti'odl.l.ctib:ri

A 1?ris~".-,'~:>(chp.H9~ :,p~pgram"be,t~eep, JCipan and .tihe

United States is being pro~oted,,110:l::,.:c>ply in the

political and economic field but also in the sphere

As an indispensable p.a:t:"-,tIl,~!' } t:i:.~:Il€!!?,ef5E>a:rY:;:'~h!3- t

both countries' foster a better understanding of each

other al thoug~",tF~~::ti;?R~:<m~:y"a,~,:: t~!1'~!3: p.~,i.:,s"e,:! such as ,

for example, the issue on restraint on exports 6f

Japah~s:e:"'b:k}'sJtb 'thi!{ 'uni'~kd<-'Sla't-~~:':~'

We, in the Japanese Group o~ the Second Committe

of 'thfs':';C6n~~'tH:ibn;';'c';~~It§¢t~df6't':.r 6tii ·p£.k'~;~ht~ti8n this

- year a theme which may be of help- to the people of the

United' stci.t~~ to:'~b~t~~r'::'\~rid~rsE~rid j~pah ~~d' iE's

people:

. ,,,,So,, b~g.tnl1il1g with mY.-,talks ..,on"q.istil1ctiv;e,-.-
, ' ,', --, ' ','''',' ',' ,co -,,' ,', ",', ,'''' '\ __ ' ,'-,,- <,""-' , ,,' ",' ,', ',,' ",' ",,', '" "

features of a Japanese contract whicl1:;,:-:-,iI1q;id,§n~~±;Ly:~<

differs strikingly from that of the United Sta~es in

many":resp~dEs,:':ie£'me-":$h~irIighl?';ori sbItik' of tii~'\inique

f~&:tuf~[s :'-at' ':Jit.~~~;nEi~;J ~h'oli'gh'€~'-;'fb~ai;cr~ ~"':b:C;ntr~'ci'f:, that

is, h'ci\4 "'the:V "tld-bk ':'6l'::if;,:Eind :'-of ';':J~'pa.ri~s;e'Cul·t'ure.
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It is extremely difficult, howev:~;r,:,t.C)""s;p:eak on.

such a subject in a comparatively short space of time

andthethooght of whether I "ah rnal<:ern§selftinderstood

.i.rrt.e.l.L'LqentiLytrbubie~me'~

It would, the~efo:rel )Jea,gI"_E!Ci_~,J).~,~fl;sU;r~_i~the,

presentation of my speech today leads you to the better

,ul1dersta.hdlrig:ofinycount:r'y'.

Let me next po.i.nt; out, ~he ..cha:r,ac:t_er~~:tic.s,_o;:!=."a

Japanese contracte

?!- ;~~Pl3.P.~,f;.~, cont.r i3.,ct p()~.es ,.,_~t:lto,_}:~fJ,EfS,:tr' ??l1eI1; .,'two,:;

pi3.rties.c=.:C?l1qe~:rl.l~~d_:I:'ei3.cl1" a, Inu:t~a:L.,,C,0I1,~e!l,~,,.:t:,l'lp.t is, f,or

Lnst.ance , whel},.:ttJ.e ~~:r;?~,PCi:t::':ty_.p:!=~~Fs~ 9"FaIJ.:t:;,0:f§.

license and the second party accepts this witho~t};y~n

agreeing upon particular conditions of the license or

when a 'mutual 'consent is m.ad~ Orily vel:'baiiy':by"'-the

parties':c6rice:tned.

And if details of a .consenc are .arnb~Q"uqBEi.,::it,:~s

ob'Lf.qat.oz-yvtihat; th~ eubatiance ._9::f. tl'1;~ contiract; ..P~ ,JIl"!:er­

preted inconforrnity .w~th :1.1.~h~fC!~r~:~It4-::eg:l;l.i,t,a1Jl-~

principles" (1). To be effective, it is indispensable
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that avcontrrac t is:bcl"sed'6n":the'prinCiple'of"muttial

confidehce-'arid"trus-t betweenthe'fiist and; the second

paz t.y, Consequent.IY,' It -is::a::[:,-iereqllisite that the

2 parties concernedvhave iriutli'ii'l'confidertce' anciact '<i'ri

And that which' is legally duty-bound and regarded

'as':'a moz'a'L "norm 'is']the so'-":c'alled'fa.ir'';:;:an'd,,::equi:fable

pr:i:ncipl'es ~

That is how the parties concerned build a mut~ally

rel:ia'ble and c16sely":kn1tted cooperat'ive"per'sonal and

businessrelatioli's11ij;is which are "Orie:'oftheobjedt'ive

of a cont.race , These relations are.'reg\ii'atecfby"t:'rle'

fair-and-equitable principles~

Inco'risecI'ueribe /'lridEi-mhif.±c:at'ldn'6:i -dain~ge:s:'Oi-'

rescission o:f;a:" contrac't resulting' from a"br'eabhbf an

.aqr-eemerrt , :hbwever,~ini!lo.r It< may" he'/' is:' h6f a'LLowed ,

A breach of a contrac~ will dePr~d O?,~~~the~

relations of confidence between the parties concerned

have .been destr6yed6:r-riot~

A force majeure clause or an arbitration clause

is usually not stipulated in a contract which is
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SUStfliI1~d BY such., tihouqht.s. ~s,;,elr~·EartaiI1ed,by·,the

people here. Instead" l~a"qpnsultat:ion-in"gqod"Cfai:t.h"

clausell such as,th~'.undermeI.1tioned,prc>yiEl;iqI1Elis- laid

dOWl?-.-Without :EaiJ.iIl,ac:o:n~;racti, nGil11~~Y:

"The first and the second party will consult 'with
each ot.hez in,gt?pdfaJth, :onc,-~t~~rS:-I1ot E;e:t. fo.r.~h in

thecc.ontract,whenever occasion cal1s:for,or-wl1en doubts

arise as to the interpretation of itemized ,facts Ln ',the

contract and reach a settlement ~ II

The"for,~go:in:9',.cLause t:".tpdeed,-;SiyIQboJipCl..'lly. -arepre­

s errt.s__wh~t <ii:'·Japan.ese corrtzact; r~a::+;lY::~,s-""::that::i:s,,..Lts

d.i,Sitinc:tivef,eat~res.-,

In other words, oniy articles concerning a minimum

of r~qui:r:~rn,e:qtinAea~ings between t:he,:-,P.i3.;r,:tiE!S .concerned

are,laid,,¢!own,; i11: a, writt~:n cont~ac:~.. Articles regarding

r-Lqht.a end dutiLee arid: a> ;disPllt~:,'iwpich cou'Ld deve.Lop-d.n

future between the parties concerned and its settlements

are not'st'ipulated in a contract.

All these articles are ,always dealt,with,;the 80­

called "consultation-in-good-faith clause" following
. . . .

the"conclusion"ot'a written cOIitract."
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'On top':crfthfit, ">ii.s~,,:a:ruie:, provisi8tis '6f>,the Civil

Code are adopted in a 66nstiitation. As a fe~ult,

details of t~ese i~ems are treated il},the,l:igl1.1:of the

Civil Code and settlement of a dispute is reached with

hardly any trouble at all.

Otlr,C,iyi.1"C:q(1,e :,:is""a "",very t1}i,c~,,,,ctnd, handsome .vo.Lume

consisting of app~qx~~~1:~lyo~~,~h9~~an~article~,ct

truly gigantic body 6f law which stipulates in detail

arid ;;'ofn cOiicre"te' terriis', prbv.:tsfdris :'cond'Ei'i:n:.f:riq dealings,

righ.'t'g and:'dd·f'i'es "b-f"'the·'::p'ebpi:~I'n':(j'~'rieral.

NOW:,:}.r~ p_.,~,a~~I'"yinceni;.; A.:, )'!ctrcJci.,,:WFot,~, .of

Japanese thoughts or attitude towards ,ct,qoIl:trac,t: (2).,:"

~p.d I :qU?tE:!: liT?, a,Jctpanes,e, a)~~sinessF,E7lation­

,shiI? is d;e~~neClJ~y much unor-e ,than,the,qont,ents 9f,a"n~{:

written contract ?1I:~cl1.:hl?-:,mCl;y,ll,ctY.e:,?.i;;g;f1~d~.,~,. ,H~ WQ.,u!q,

e?,pecttheXlo~Cls of, th<;, cont.ract; 'to cons t Lt.ut;e .9ply a

part of the relationship, and that social, pefS9~ct~ and

perhaps even emotional factors will also play a major

r-o.Le, HEr fur thEn:-': 'e'xpebt:s': tlli:tt the' rei~{tj.t:m·:ship' will

b'e/"adj l.l'~ted' and','~bCbinhlh'd-ci;ted:''in''{: spi!rIt": bi "mut.riih

re:asO'nabiel1e:s~ iIi1d'-cbiitpromf~e" as> it '66tltihtie's' ov~'i time .. II
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Furthermqre, I would like ,to show ypuDr. Henry

xdas i.nqez-t s vi~w of J"aP2tne~e,)~)::

Here are some of the essential points of hi~

"argument.

Americans, according to the former U.S. Secretary

of State/are practical, make 'much 'account; of actuality,

respect law and "are 'fond of' 'documents.

The, JapaIlese,l,on _th,~ _,qther, hand ; are .comp.Ld.cat.ed

and delicate. ~~~ypop~,n~th,~attercl~ver~y,with

indistinct suggestion. The Japanese communicate their

intention 'more: by irl.direc't '():f 'aesthetic sensibility

than by language.

Alnericahs':'i3.re atway~ arguing to 'ied~flne~hat

they commonl.y 'own 'because t.h~Yji~v~ been:havlng bet.'ero­

geneJ.tys'ince' the ori.ginO:E thedr nation. To Americans,

contract' and' la.w' are ve'r"CY:i:n1p6r t a ht 'to maihta.fIl peace of

" a' so'c'iet'y~

<;m tP,e.,Go~1:r<:i~y,~.~apan is a.;,,country of an: extra...

ordi~~l:'Y, ~n~~f:y~ng: ,fors:e and, homoqeneLtiy, The .rapanaaa

do no t. re~o:r1: o:v~rly t.o la~"_~O:rrnl.l:la.-,,or r-uf.e to main...

tain harmony of their community a They rely upon good
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human-c-ej.at.dons and" full' 'consent. ;a,rnorig feiiowm~nlbeis ~

In Amer,ican an<:J;13riJish, ~aW'"Jt; iss~id,~,that a

contract: is .what, Leqa'lLyibLnds 1=:h,e .,p~r:~i,~s".to"a)11.B1=ual

consent or agreement, thus placing the party concerned

under a l~gcii d'biig~tidri, ':;lit~iail§':b~hlrid"bY ~';;dhain .

()f la.w.

NoW' ""it:.·,s~em~,t9I1l.e,,1:hat in so,;j~~r,,~,as fulfilment

of an agreement is .90Il,c~Fne,qJ __Jap~l1:E!se r"British and

American contracts are basically the same.

Ho'W,~ve:r,,:, .Ln Br,i,tian .and ,;the; ;,Uni,ted,~:~~t~s"

contracts "are gua;-an,teed or ,end9:t:'sed; by.- .1,~gal,sanc,tion

andpl2!ople,'a.,r,e,'qons.?l0l:ls of them as a chain of law.

,Ill "~apan,, on "the o1;11:~r: ,;'J:,1and'i ,it;pan" be .saId that the

people are conscious of a contract ,as ,a ,sanction of

soc~al needs, of relations of mutual confidence or of

~n{6t:i6'ii2ilLta.'c t~':rsL 6'f'liei' '.th~n <l~w •

Consequently ,,::;,in,;Bri"t:,~.iIl,~and:i:he .undted.Stat,es,

rights of one and duties of the other incorporated
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in ~~t~il_in aco~traqtas what ar~ written in the

contract is all there is to it. On the contrary, even

though'it 'writt:.encoritract here icont.aLns basic conditions

of deaisj'rights/dut1'es and other matters such' a's'

dispute are not written in a contract.

A few' years ago Japan: and ':-'Aus't.ralia.'6oricltlded a

i'ong;;;"term::a(JE'e~rnent "'art hnp6rt<of ''AustralJ.'an irort ','; ore'~

_;~9ng_otl)E~~,_ma;~~~r~1 it o/~f>:~g~e~a., at the time

that when there were fluctuations of world iron o~e prices,

either party can revise the agreed prices upon con­

sriltat:L'oIlo -':Howevei'} these';'prOv'is'ioI1swere not' ')s'pecifi­

eafiY sitatedhin--th€!' :\oirTtter(;a::g:rg~rnerit.

Subsequently, world iron ore prices skyrocketed.

And in consequance ~"Atistral'ia d'emctrid:ed' ":that ',''the'

'Import," prfC'E:h:l be rev±s'ed"up'Ward ::'OB<'g'icnlhd's of-':fheff

verbal pr-omfse's and.':beC"arise'tl1e: Atist:ra:li'cin ITlitrf'ng

ind'ustii.eswer'e facing difficultie:s-~' (Thfs'. is'; "i.nde'ed,

an appropr''±a'te exampl.e Of 'a Jap"anese cont.xact.);

Dealing with the aUair on .the fair aIlde')';'it.aJ:,le·

principles t the Japanese accepted the Australian

deIllandfor a hike' of iron ore prices •
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NOW'i',"suppd"se t.hevcd.roumstranceatwez-e 't'he-.ot.heroway

round. How would Australia have reacted to Japan;';s

demand if this country had asked for a cut in iron ore

: prices :. on the 'same: :9:r:?~nCi-:-a::-.':~,l'1<:i:,;P:,',9::r:;9.P:of ,,"internat-ional

iron ore prices?

And'immediatelyafterward',~>Japan 'and'.,Au'strali-a

concluded anot.he.rvLonq-rt.er-m agreement: ,this ,time' on

dmporr.t- of ~ustra;l,ia-n::suqar.;': ::Unlike .ehe s Lt.uat.Lon which

I just spoke about when world steel prices skyrocketed,

the international sugar prices plummeted. And sugar

mills throughout the countrr, suffered a damaging blow

on account of this drop and, as a result, were in

jeopardy of being ruined.

,:There",:,':'when::this country r appealed to ;Austra,lia for

-;. ",a: cut; in suqarvprLce's onrqnounda ..of ::the:ir .ver-baL

promises, Australia did not reply. In so faY"a:s' the

wording of the text of the agreement was concerned, it

was not obligatory for her to comply with the Japanese

to

hold discussion on the matter with its Japanese

counterpart.

The'se,:-2. deve'lop:me'nts ,'ir'on ;;ore andrsugar' ,demonstrate

'7379-



how,oWell views of the people.of:the,2,c9untr·ies can

v.ary~

3:~ The Japanese view of. contract'c'and i tsbackground ~

It was not because I wanted to find faults with

the British or American view ofcontra'ct .or to' depre­

ciatethe Japanese view onc.aqr-eementa-t.hat;« I ihtroduced

.to you: instances of.: agreements becween. Japan :and ­

A.ustralia ~

It1s just that I wanted to show you that each

country's view is the cultural product of its people

with a long history of its own~ The differences of

views are, therefore, the results of a unique culture

of each icourrtz-y, And in .ouj-t.ure ,.. therefore/,there is

no superiority or infer.iority~ One 'is ':.justas good as

the other;

It is often been criticized that the Japanese

lack the view or thought of a contract~ As I have

earlier pointed out, it is not that the Japanese do

not have the faculty of view or thought of a contract~

Certainly, they do possess that faculty. But it~only

differs in .na'tuxe f,rom"what,the British, and Americans
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refl~ct~d in their views.Q~,cont~act.. ,

hope yo\,wil.l.

I I m sure you wilr;'i.rrid~'i:~i'ari~i flfi'~::'pbinf
f

' ipossess ..

,Th~re. is, no. ,dellyAqg:1:hai:, thE!.sedift~renpe,13'often

cause frictions in _i:nter.national:contract,s ..

, '." .'-:':'-'.".. :.:"':.," ':.: ,'..' ::.'".' ::.'.:".< ::::. ::,:. .:.. ::.:', ,.,.'....,."...-: ",
The~~ ~i~ great' differences 'in thought, in ~cicikl

behavior or condJ~':t':6r;in':th~' '~~chriiq~~" of (1~\..r: ;:bet~~~n

qu~st~on,~wha.t,is a,:,cor~:tI:'ac:t,down. :tq,::t,h~.,dra:Etirg, .of a

written ,c,Ontra,c:t and An:,to:,~he l~g;.al,',Il1~aning of:,,;~

contr~ct.

Iht:'~ll~dtu~iisIiF~hd"einbfiBrial i~m':::'

Ttl~ ,~_rit~s,~.Cl:rcj;:.A1n~ri<::l3.,Il13ClP?;~~1:e,~l~ptll;;l+;+y

sensitive 1:0, ;tif,ei . a:'t,:t:~p~i!l;g,: CJE,~a,t:,~mporti3..n?~:,,:t()

pr-Lnc Lp.Le. and,rules; ,Wp.,il~:tl1e:"~.aPCiP,ese,a!¥:, ':E,al1l~lY-J..-.ike

and their ,moq.e,9f behevdor. is:>:~p1ot~,o~~~~ l~¥Apg ,~tr9ng

emp~as~s~p~ pe~sonCl~:~e+Cltie~~:

In the mode, q~:,hwna1?-,l:>E!h,?-.y~o:r::r th~SE!.:" ,,~ e.Lemerrta

are nature which mankind commonly possesses whether

I personally think that thi's difference of mentality

between th~'" J2ipah~se'::a:hd:'B:{ifish~Afu~fic~n'::pe6piei~



I think the Japanese and Americans -are 'no diff~r:ent

in respect _:~()_, E!~():ti?na_~:__b_e,l:L:'7Yii:()l:" w_h~n ,t1?:ey axe in a

small group~ike a fa~ilY,()rre~atiy~~

bri a corporat:eoi-nat.{onai- "c1'tmensIbh /-'the 'mode:' 0:£

behavforofthe>;A±nerJ.c~:hs--or "West:: Europeans' 'is Lnte­

llectual. In "cant'rast', -'emot:i.Onal feelings "always

accompany the Japanese on a corporate or natiohal:level.

-'Why "ff;;' the- 'pattern o'£"'l:;Jehiiv-idf of "the! Japanese

more emotionaithan,"the. We:stE!rnerk?

'j~pa:nis'a:; s'6cfety mo'r'el 't1om6g\-;'Ileocti;':tha:n :rn~I1Y

other courrt.r'Les in:: the:'wO'i:lcr:,:,:fabLi'ily', iin.gu:i.-'sti-~:aiiy

;;hci"ciiltu:tal1Y. And 'i:he'-:"Jap'ane'se have 'been tra:Cilt'J.on2..

a.Ily'a p'ad'dy gr6w'1!lg:race;"'6r~'pebpte:'~ To 6()hc~ht;rat'E(­

their labour between a rLce' plantin~a:nd'-harve'st1Ng

maintained 1:lY

For this and other:'reas8n~'1t"'isg~neraliy:::s&iti'

that the Japanese S<:'-IJ._:_~;?::t;lq.~~_;_th~~s.~!Y~§,W~J·l:o/~~h

emotionalism in any circumstances because they have

the :·:d6rifidence"'iri·:the"ord.{riarY"8'iiItliie;:':-':hi the every-
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nece-

However, aqcording to observation,; there are' .some

}\!lCi" ,as ,~ r-Lce .,gr'p~~~g ~aSE!';>~,Hi:-l1" Jh~,,<;:4:LI1e~:e

and Kor~ans are not p~oplE! _9~ ~fa~i~y~~oop~~~t~ve

bodl', like, 'the Japanes,e.. They ~r~,: nevert.heLas__;>,~ r "IP<?{!9

r.he ,Yle.~,~~EH~,rs:~_

I recently had an opportunity to come across a

th'~me{';o:ri: 'Jap:aiie~e:'\h-i tteri;:bY\"Pro;:f~i's sbr;''Gr~~orY"Clark

of Sbphfa:' tJIi'.iver'sl t~i':(4}-.: -'-'A's: ~otf"ar~:::"a~&i~,cche': i'~'~h

culture'?

Wel-i:'~ wlla:t:;'::theH';:""ar'-e:;"fhe:' s'6:0.r:a~:s!: 6':£ 'the1:ie

emotlbil'al:' Char'acEer1st':ics: :6f'~lhE;'::'J'a p:a:ne;s~atid:" the'ir

day mode of behavior of' iri'fhe'::Ccoexis··t'an'Ce{'of"'a:'fa.-riiily.

-383-

:[)r'~" Narcf6'i :al,~k:),:;holds"t.he s'ame 'view ..

'-C''"'"''

~,sari~y a, ,tl9~09",en,~ou~"".peopl,E::!,~" ra'~:~Cl,lly',()r li!lgui,st:,~pally..

Ethnically, the Japanese are of a mixed race of Ainu,

"'a.::'na,tlvE;;' da'piibe's~e ,'!"idrigOlOids/, 'rtativ'rds' :'O'f" ::~k'dr$a' arid

MOngb'lia-;': "and' 'P'oiyne si~h;s:~'j}fhgU:f$tld~il-§;"":it"'i~:s'~'id

.: : '", ,'., ",'" :""" '''-':, , ,':,'" :',: : ",',,'; - "':: 'j' ",.,,;: ::",,:''':;:,,;,,<''',,:
that"the dfe.Lec trsv apoken 'in wide areas of Northeast.ern

"":'\Japkiif andkyu.~h\i::,::t:o' the' s'bu'th :,:~veri::t.'odi:fY::~:fi':ff~rrtidrk

thai:l' the~7 do :'bi:H:,;,lee'Ii" t.h~: 'E'ngXi.ish<and' Ge'irna'h:iangtibfggk.



English-P;rofe,f),sqr ,qf"Ec.o.nolT\ics.

Professor _Clark wrote .a theme .on uni.que .rapaneae

after fixing his attention' to the way Japanese observe

value and to the characteristics of 'japanese culture

while p:ursrilng'ie'search studY' of the daparieae economy

which sa~ aremarkahie growi:h -f61.icj~in'g World War rr •

Acc::ording,to,prqfes,spr ,C:Lar~, t:h_~_ Ji'e,st. zur-opeans I

the ChLneae .and t,~f3 ,AJ:-,abs 0t:.1l~I{ t.han ,_,the3:ra~anes~_,-,h.:lve

r _pr'E!,serve4theirI:lfi,tiona,1 i<ien,ti,tyand:r.a,cial ,trait?

wlJ,ile xesis,ting, att_ClC:~P :fr()rn tlf~; out.sLdecby ran unknown

,rp.m1Aer,.of enemy stIlce;th;o~sands:of_<y;~ars., Th:~y had-_

corne to realize that a family-relations posture of

attittld~' ·was inadequate" to cope"''Wili/ -th~ :sitha.tion~
I. .: I,'

Asa"result", society began to funct'ion according to

:ide6ld~y-arid ptl'hcipie:;; of' fUle~:"'~~<:(iaw. Agalnst

this, emotional factbrswhichlay stress on -faml1y and

pezsonaf rel~tion_sll€!_ld.sway, over. ;1?eh~Y+-9,:r ~n;_ :'~'. large

circle, sMcha,l?,on a cprpor,atE::!_, or even -on nat.LonaL

level because the people of this country had never

been exposed to outside attacks until World War II~

NoW, if ,this courrt.r-y vhad__-, had 1;>0F¢l~17s,:~~tp. ot.hez

courrt.ri.es such. al:i oneifLnda in; t.he.. yont:i.ne,nt,~ .of
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another~

its own superiority and laying

including rules and

an intellectual people, preserving its

on ideo16~L" ~I1d princ,ipl:,=,

own identity, 'C'jJlstifyj,ng

Europe, Asia and other parts of the world today and

had been exposeq to outside attacks, the Japanese

fields demand an exhaustive and thorough search of

fields of science, philosophy and law. And all these

The Westerners, the Indians, the Chinese and :the

Arabs have all displayed excellent',creativity in the

law in order to convince the enemy on one pretext or

general principle and rules~ On~he contrary, crea­

tivity in these fields is 'what the Japanese aF~ in

need of. But what they lack,.fhey make up fdrit by

b~ing '~xpert or good" first,/';at taking in forkign

cUltur~s with almost no ~esistance at all, then

exerti~g their own ingenuity in and adapting them to

the climate of,the,country.

of its flexibility as a nation~

M~~anwhil~,' I am of the opinion that extreme in-
. '.- ",;

teiiecfu~i{srnwill undoubtedly result in the adherence

to' 'pr iiidiple,. t6':exCes,s -and "weaken"tJie colIect i ve
, , -""',',-,',-,,,-,,'-,,,,''-,,,,'-',,,-,,-,,,,,,'',,'.,

strength of a society, thus, causing it to lose some

,would
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Theg:r:aph shoWI1,l1e!:'E! Ls 9Ile:'wh:i,ch;;Pr()f~$sorClark,

whom I .. earlier Lntir-oduced you,present,edand,to which

I added,some,Jigu:r:es.

,. ,

According to the Social Science of today, the more

,:._.the"faster",..".,the",.growth

of the economy of a nation becomes or the greater the

development,'o£,;a,society is.

Professor Clark changed the dotted lines to solid

lines in the graph. According to him, economic and

soc i.a L ,.d:,evelop:rI1E!p,:l:,s::,():E,_ such '<:9un:t~.ies a s thos,e in

Europe:and,: Arne'!r:,;i.ca,,:,,GhinCl.,,:::I-nd:ia:,'and:Ts Lamke. nat.aons

'P?N~;::reac::P-E!¢l J:.he:.' .P!=,c:lk:,?nCl. :Ci,J::"e:',now PIl:,: the, dec.l Ine ~

A' ~;~i~i::ti~~: t~t;b~i society is a totally emotional

community of family.

Once science or principle enters iritosuch a

sh:~i'et~:,':'£h:~ ~c;ei~Ey devel~ps rapidl.y until 'it reaches

a peak at a point of time and then slows down as it

bE!poIl1~s'tlniver ~a,~ly,:::mox:,~/,,~ntellest:u:?:l •

" ,,,' .-, ,

beti~ve that science and contract are essential

to soci~l ari~;egbhociib d~v~lopment~ Consultations on

a:':::person-f'o:~p~isonb~:~is'~lone are n~t:'~~:iequat~. But
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ifone,,·:tries"tO'de'al '::with'affairs "'6'f"a aocLe't.y only

w,ith the ':::iIlstruni.entof sc.i.encetcc- :;theory or principle

or a contract, he will surely run against a snag.

Consequently, it is absolutely necessary, up to a point,

I think, to appeal to personal relations, especially

so in a giant enterprise.

The graph here points' to the; ,'n'ecessity Clfwe

Japanese to follow the mode 6f behavior in a more

intellectual manner.

Now~',T think that '-if'the AIneric:aris,:'behave'emotion­

ally-at' least to some degree:,: th.eir e'cOl'lOInywll1:no

doubt:'See','fresh and increased -vit'i:Hity and -ehe collect.::..

ive strength of the American community intensified.

4. Conclusion

I may have dri+ted a~ay from,th~, main course of

my talks.

Now, what Iwaritedto;' shci'w"you \'V~s'the':ba6kgrohrtd

to the better understandin~ of how"tryE:! .:rCiJ?i3.:r;~Eje:would

view a contract based on '~fa~~,-~,n~,"',~9~~tCi~~epr-Lnc LpLe s'",

namely, how ,people hereapprecia~~value and also their

historical inevitability.
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Both Japan and..t.he Urii ted Sta.tes.-b~ar',a heavy

responsibility to the world at large::in.the<political,

economic and cultural sphere. And the importance of

cooperation between the 2 economic giants is growing

even more. Both are countries, each having a cultural

lierT'taae--'6~f' l.Es"-'own""entIr'e~CY"-dIf-fe'rent-"-In'------'!ia'tur'e

Upon recognizing the differences of culture of the

2 nations and in the way their people appreciate value

as they are, I would like to work harder than ever

towards furthering mutual understanding between Japan

and the United States.

In conclusion, I would like to wind up my talks

by saying lido mo arigato go zai mashita ll for lending

me your ears. Thank you, again.

(Note)

(1) liThe pursuit of rights and the performance of

duties must be done truly with faithfu1ness ll
•

(Art.l, Sec.2, The Civil Code)

(2) "Advising Japanese Corporation doing business with

Amer i.oans " (The Business Lawyer, Vol.29, No.3)

(3) liThe White House Years" by Dr. Henry Kissinger,

published by Little Brown & Co.,.
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(4) "Un.i.que __Japanese II by Gregory Clark, .pubL'Lahed by

xodansna ,
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.AT :THE. OUTSET I WANT TO THANK AND COMPLIMENT THE

JAPANE:SE GROUP OF PIPA f()R THE SELECTION OF A MOST INTERESTING

AND PROFOUND TOPIC. I AM CONFIDENT THAT AS JAPANESE AND

AMERICANS COME TO A BETTER UNDERSTANDING OF THE MEMJING AND

FUNCTION OF CONTRACTS FOR THEIR COUNTERPARTS, COMMERCIAL

RELATIONS WILL OPERATE MORE SMOOTHLY AND THE GOOD WILL THAT

ALREADY EXISTS BETWEEN AMERICANS;ANIlJAPIINESE i~ILL BE MAINTAINED

AND IMPROVED, To STATE THE THESIS OFiMY CONCLUDING REMARKS,
j. .. . _.

THE BETTER AMERICANS ACCOMMODATE JAPANESE ATTITUDES TOWARDS

CONTRACTS, AND VICE VERSA, THE BETTER JAPANESE ACCOMMODATE

AMERICAN ATTITUDES TOWARD CONTRACTS, THE STRONGER WILL BE

THE INTERNATIONAL BRIDGES BETWEEN. OUR; TWO COUNTRIES.

FOR MY PART, I'M DELIGHTED TO PERSONALLY HAVE THE

OPPORTUNITY TO PRESENT THE COMPARATIVE VIEW FROM THE AMERICAN

SIDE M~D I AM ESPECIALLY INDEBTED TO ICHIMURA SAN AND SHIROTA

SAN FOR THE EXCELLENT FOUNDATION THEIR PAPER PROVIDES FOR MY

DEPARTURE INTO THIS SUBJECT.

IWI.LL OPEN .MY REMARKS W.ITHSOME; OBSERVATIONS OF

LEGAL PHILOSOPHERS AND jURISTSONTHEDEYELOPMENT OF AMERICAN

CONTRACT LA!'I. INTERTWINED WILL BE A LIGHT OVERVIEW OF SOME
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OF THE KEY PRINCIPLES OF AMERICAN CONTRACT LAW, WHICH

ICHIMURA SAN AND SHIROTA SAN HAVE CORRECTLY IDENTIFIED AS

EVOLVING FROM ENGLISH cOMMON LAW ORIGINS. Ny REMARKS WILL

ALSO FOCUS OJ'J THE DIFFERENCES FROM JAPANESE LAW AND cONCLUDE

WITH SOME THOUGHTS ON HOW THESE DIFFERENCES MAY BE BRIDGED.

TNCIDENTALLY11 LlkETHEANALOGYOFA CONTRACT 'To

AiBRIDGE. BHIlGES FAcILY'rATE PHyslcAI.:1'\OYEMENT FROM ONE
SIDE TO THE ~THER .OVER SOME KIND OF AI:JIVIDINGNATLJRAl..

BARRIER. OBVIOUSLY, IF TWO PERSONS ARE TO BUILD A SINGLE

BRIDGE) EACH<STARTINGFROI'lOPPbsitE SIDES'OFTHE DIVIDE,

THEh';uST KNO~SbMETHING:AB()utTHE PLb.NSOF THE OTHER PARTY.

WHERE HE IS STARTING FROM AND ~HEREHEiSG()ING IF THE TWO

PLANS ARETa MESH TO PROVIDE A NEW PATHWAY FOR COMMERcE.

IN CONTRACTING EXPERIENCE, IT SOMETIMES OCCURS

THAT THE WORD PLANS (CONTRACTS) DO NOT FULLY ()RACCURATELY

REFLECT THE INTENTIONS AND EXPECTATIONS OF THE PARTIES.

THOUGH THE PARTI ES MAy' SUBSCRIBE TO WORDS ON PAPER AS THEIR

MUTUAL UNDERSTANI:JING, (MUTUAL ASSENT,MEETING OF THE MINDS,

OR MUTUAL CONSENT) SUBJECTIVELY THEY MAYBE CONTEMPLATING

ENTIRELY DIFFERENT BRIDGES. WHEN TRAFFIC OF COMMERCE STARTS

ACROSS SUCH A BRIDGE, REALITY CONFRONTS THE SUBJECTIVE WITH
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CONTRA()TUi\L,BR IDGE,

INEVITAB4E SWRPRISEAND DISAPPOINTMENT. THER,E ARE A NUMBER

OF POTENTIAL CAUSES FOR SUCH A RESULT. THE, JAPANESE ARE

USUALLY INA SECOND LANGUAGE AND ,UNDERSTANDABLY NUANCES MAY

BE,MISSEp. ,THE ,AMERICANS, BECAUSE ,THEY, ARE USUALLY \IN THE I R
... .' .... --,'

,FIRST LA!'JGUi\GE, "MAY BE, LULLED INTO \AS::;UM I NGMORE HAS BEEN

COMMUNICATED THAN IS THE FACT. PERHAPS MOST IMPORTANTLY

THERE ARE HIE,\ EASILY OVERLOOKED DI FFER ING ,CULTURAL ,AND LEGAL

VIEWS AS TOJHLPURPOSE AND EFFECT 'OF A CONTRACT IN JAPANESE
.._ ... .' .. J

AND AMERICAN CULTURES.

IN PRi\CHCE, THE PLANNING EFFORT MAY NOT BE, TOTALLY

WASTED, ,FOR IT S,HOULD I?E EASIER, FORAN A,ME,RI.C,A.NAND JAPANESE,

EACH STANDING ON ITS ,OWN PA.RT-IA,LBRIDGES" TO, DEFINE AND

COMMUN ICATE WITH EACH OTHER ABOUTREMAI NING DIFFERENCES THAT

SEPARATE THEM. BUT THIS IS A DIFFICULT AND PAINFUL PROCESS

ANDUNDGUBTEDLyWE ALL, ARE,A~IARE.OF CONTRACTS THAT HAVE NOT

SURVIVEDTHJ,S S,TAGE.

CONSIDER I NG ' JCH IMURi\ 'SREMARKS, I HAVE JHEIMPRESS ION

THAT IFA JAPANESE ,COURT WERE ASKED, TOCONSTRUE,A,MI SAqGNED

IT MIGHT FINISH THE BRIDGE BY APPLYING
;', ; .J.,'" ',_.. .'.,. " , ; .. ,' ' .••.• '"., ',; '" ,.'.• '- ".'_," ._""",,_,: :'" .'.,.'

"FAIR AND EQUITABLE PRINCIPLES"; BENDING THE HIO PARTS OF
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11HY IS THISTHE,AMERICAN: vn:W'?VIHATARE THE

EXPECTAnONS, oR.RoLEoFAcbNTRACTI N THE'AMERICAN VIEW'?

FIND THESE QUEST ION S ADEQUATELY'ANSWERED'··j NTHE •FOLLOW I NG

BUT HOPEFULLYN,QUICK"'REVIEW·OF SOME OF"THE·KEY :PRINCIPLES

AND THEIR PHILOSOPHICALCONTExnWILL HELP TO AMPLIFY THE

AMERICAN COMPARISON;

, ,
SO DIFFERENTLY

YOU WILL

WHY ARE "FAIR AND' EQUITABLE PRI NCIPLES"'APPILI ED

UNDER AMERICAN CONTRACT LAW'?! DON'T KNOW THAt

THE BRlpGE TOGETHER TO PROVIDE A FUNctrciNALCOMMERCIAL

PATHWAY; By ,WAY OF ,CONTRAST,ANAMERICANCOlJRTWOULD LIKELY

TELL THE PARUESTO ';TRYAGAIN" OR AT MOST'RESTciRE THEM TO

THEIR ORJGINAL POSITIONS ON OPPOSITE SIDESciF 'tHE DIVIDE

ACCORDING TO A~lERICAN/ENGLISH "FAIR AND EQUITABLE PRIr>ICIPLES"

""""'"''''''NDRESiiiliiiON. 'HI'i-Hbu'i-su~~itiiNT" GU IilING
LANGUAGE PROVIDED BY THE PARTlES, IT WOULD NOTJlTTEMPTTO

DEFINE THEIRfiELATIONSHIP; TO IMPOSE ITS WILL WHERE BY
J. •.. .,

THEORY THEPARTlES{ COLLECTIVE WILL SHOlJLDCONTROL.

,PROCEEDINGmIRECTLYTOTHE:.QUESTlON.OFWHAT IS A

CONTRACT UNDER THE AMERICAN LEGAL SYSTEM, THE AMERICAN LAW

INSTlTUTE'cs RESTATEMENTOF CONTRACTS(l)'DEFINESA CONTRACT

AS:



"A PROM ISE OR SET OF PROM ISES FOR THE BREACH OF

WHICK THE LAW. GIVES A REMEDY, OR THE PERFORMANCE

OF·WHICH THE LAW IN.SOMEWAY RECOGNIZES AS·A

DUTY" •

COMMENTING ON THE S.IGNIFI.CANCEOF WLEGALLYBINDING

PROMIS~,.JU~TICE·HoLMES(2)OBSERVED:

'.,
IIIN THE.MORALWORLD,sUMAY,BE THAT THEOBLlGATION

OF A PROMISE IS CONFINED TO WHAT LIES WITHIN THE

.REACHOF THEWILLOFsPROMISOR,; '.• '. THE CONSEQUENCES

OF A BINDING PROMLSEAT .COMMON :LAW'ARF NOT AFFECTED

BV<THEDEGREE OF pOWER WHI CH'THE ii PROM I SOR POSSESSES

, OVER THE PROMISED EVENT ••• THE ONLY. UNIVERSAL

CONSEQUENCE. OF s· A.LEGALLY BI NDI NGPROMISE TSTHAT

THE LAWiMAKES.THE PROMI SOR PAYs DAMAGES I F THE

PROMISED EVENT .DOESNOI COMLTO'PASS; IN EVERY

CASE IT LEAVES HIM FREE FROM INTERFERENCE UNTIL

THE TIME FOR FULFILLMENT HAS. GONE BY, AND THEREFORE

FREE TO BREAK:HIS CONTRACT IF HE 'CHOOSES" ,

FOR THE LAW TO REQUIRE OTHERWISE WOULD.BE TO

MANDATE INVOLUNTARY SERVITUDE WHICH Ar1ERICAN LAW CAREFULLY



AVOIDS IN THE ULTIMATE INTEREST OF 'pROTECTING INDIVIDUAL

RIGHTS. THIS DOES NOT MEAN THAT EQUITY MAY NOT REQUIRE

SPECIFIC PERFORMANCE OR THAT SOME RECOGNITION BE GIVEN TO

PARTIAL PERFORMANCE BUT THE COURT'S REMEDY DOES NOT COME AT .

THE TIME~ NOR USUALLY IN THE FORM, ."v".V"

LIKE .,JIIPIINESELAW) iAMER I CAN cLAWRI:QUMsMlJTUAL.

ASSENT OF Tf.\1: PIiRTIESTOTHEFORMATlONOF ENFORciABLE

CONTRACTS, BUT UNDER AMERICAN LAW. GREATER EMPHASIS IS PLACED

ON REQUIRING THE iMUTUALASSENTTOBE MANIF~STEDOVERTLY BY

ONE PARTY~O THE OTHER. ~IILLISTON(3) OBSERVED:

"THAT THE FUNDIiMENTALBASls OF C'oNTRACT IN COMMON

. LAW IS RE{IANCEONANOUTWARDIICT (THAT IS, A'

PROMISE) IS ·SHOWN iBV' THE EARLY DEVELOPMENT OF THE

LAW OF CONSIDERATION AS COMPARED WITH THAT OF

MUTUAL ASSI:NT".

IN OTHERiWORIJS} THE MEETING OF THE MINDS OF THE

PARTIES YSPRESlJMEDFROMOBJECTIVE MAl'll FESTATloNSOF AGREEMENT.

THIS MAY PARTIALLY EXPLAIN WHV AMERICANS TEND TO 'PUT MORE

WORDS IN THEIR CONTRACTS. IF IT IS NOT WRITTEN, OR OTHERWISE

OVERTLY ~1ANIFESTED, THE COURTS WILL NOT LOOK INTO THE MINDS

-397-



OF THE PARnES. THUS AMERICANS TRY JOANTICIPATE ALL

SITUATIONS THAT MAy ARISE DURING THE LIFE ()F.A CONTRACT.. IF

THEY ARE EVER TO SEEK THE Alj).()FA>COURT IN PROTECTING THElR

BARGAIN, THE COlJRT .MUSl SEE SOME WORDS<DEALI.NG WITH THE

SUBJECT. THIS IS NOT TO.SAY MANY TERMS MiIYBE IMPLIED OR

IMPOSED AS WE SAY AT "LAW OR IN FACT"BUT CLEARLY AMERICAN

COURTSAR.E RELUCTANT TO ENTER THERELATIONSHI P I NAREAS

WHERE THE~I)RTIE~ .THEM~ELVES .HAVE NOTPROYIDED. GUIDANCE •.

KESSLER(Lj) SlJM~iARIZES<JHIS. POINT AS FOLL()WS .

"EXCEPT FOR ACCORDING PROTECTION AGAINST FORCE AND

FRAUD,.IT I.S. NOT THE tFUNCTION.OF COURTS TO MAKE

CONTRACTS FOR THLPARTIESOR TO SJRIKEDOWN OR

TAMPER WHH. I.MPROYIDENTBARGAINS. COURTS HAVE

()NLYtTO I NTERpRETCONTRAC;rS,MAj)E; BY,THE: PARTIES;

THEY ))0 NOT MAKE THE~l.· THISATTITUj)Eq; IN

KEEPING WITH LIBERAL SOCIAL AND MORAL PHILOSOPHY

ACCORDING TO WHICH IT PERTAINS ..ro THE. DIGNITY OF

MAN TO LEAD HIS OWN LIFE.AS.AREA~ONAB.LE PERSON"
. . .. . .'. ..'. .. .. ..... ',.' . .'.' ..' . 1/'

AND TO ACCEPT ·RESPONSIBILITY<FOR HIs OWN MISTAKES •
.' ","., •• u, .. " '_""',;',_ ..•. , ,{_•.,', ...., •.. ,",','; •.. ,,_., """'",_,,"_ _ '", _., _0_'
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THEPROVISTONMENTJONEDBYiICHIMURASAN' AND SHI ROTA

SAN AS BElNG COMMON To,JAPJ\NESE CONTRACTS TO THE EFFECT THAT
... ... ._- .. .- ....

"THE FI RST ANDdHESECONDPARTY wILL CONSULT WITH EAcH OTHER

IN, GOOD FAITtI,ON MAHERSJ'NOFSET FORTH,' INiTHECONTRACT

_.. WHEN DOUBTS ARISE AS TOWHENEVER THE OCCAS JON CALLS

~I CONTRACTUAL LI AB-ILl'TYIS PRoM I SSORY UAB I LJ TY •

IN ANI NDI.JS'TRIALANDCOMMERClALSOClETY, WHERE

WEALTH'ISiLARGELY,MADE',BYPROMISES, THE,' INTEREST

OF SOCIETY AS A WHOLE DEMANDS PROTECTION Of THE

INTEREST OF THE INDIVIDUAL PROMISEE" •

THE INTERPRETATION OFITEMIZE:DFACTS'INTHE CON'TRACTAND

REACH'AJ'SEHLEMENT", WOULD TIKELYBECONSIDERED ,lll..USORY AND

UNENFORCEABLE UNDER AMER I CAN LAW. ,As I I VE ALREADY MENTI ONED,
.. j.. .

THE EMPHAS IS TNJ'AMERI CAN LAW jS'UPONTHE "'BARGArN" AS MEASURED

BY OBJECTIVE'WRITTEN PROMIsES: ,THIS coNTRASTS WITH THE
.- - _.

APpARENTLYSUBJECTIVEiATT ITUDE OFJAPANESET COURTSWH JCH

FOCUS' ON ','THE TOTAL RELATI ONSH IPOF THEi PARTIES SUBJECTIVE AS

WELLASoBJECnVE. LDo'No'f' WISH TO'lNnMATE WHICH APP~OACH
- - .-. - '. ".

I SBES'T. I THIN K WESHo ULD ACCEPTTHEPRACrlcA L: PREM IS E

THAT WHAT WORKS FoRi: JAPANESE 'I S GOOD', FORTHEM'ANDiWHAT WORKS

FOR AMERICANS IS, GOOD FOR THEM. ' THE AMERICAN VIEW ON THE

ROl:SO~CON'TRACTS IS WELL,slJMMARIZEDBY KESSLER:



THUS,TO SUMMARIZLTO THIS PO I NT.il IT IS CLEAR THAT

PERSONS HAVING THE REQUISITE CAPACITY 'MAY ENTER INTO BINDING

CONTRACTS, IT IS<NECESSARY', HOWEVER, THATTHEWI LLSOF THE

PARTIE,S TO THESE ,CONTRACTS BE OVERTLY AND .OBJECTIVELY

MANIFESTED. COI.iRTS WILL ENFORCE SUCH PROMISES, USUALl:YBY

. GIVING. A REMEDy IN DAMAGES, BI.ITTHEY W!LLNOTHELPTHE

PAR.TI ES>T() ,.DEFINE THE>RELATIONSHI PWITHOUT SOME GUIDANCE ••

WHILE ORAL CONTRACTS MAY.. BE. ENFORCEABLE UNDER .

AMERICAN LAW, THESTATI.iTEOF FRAUDS BORROWED FROM. ENGLISH

LAW ANDdNCC;>RPORATEDdNTO THELAWStOF. MOST STATES REQUIRES

MANY CONTRACTS. J;\E. IN WRITINGANDSH'N.ED BY.THE. OBLI GATED

PARTY; THIS5TATUTE WHICH WAS ORIGINALLY ENACTED.BY THE

ENGLISH PARLIAMENT IN THE Y·EAR1677,.TOCURTAIL THE FRAUDULENT

ASSERTION,OF.CONTRACTS •. REQUI RES IN.·PERtl NENT PART THAT:

"NO ACTION SHALL BEJ;\ROI.iGHT.•••• , UPON. ANY CONTRACT

THAT IS NOT TO BE PERFORMED WITHIN THE SPACE OF

ONE yEAR FROM THE MAKING. THEREOF, UNLESS THE

AGREEMENT UPON >WH iCH :SUCH ACTION. SHALLjlE BROUGHT,

OR SOMEMEMORANDI.iM.OR N()JE THEREOF SHALL BE IN
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FOLLOWING FROM THE REQUIREMENT THAT MANY CONTRACTS

IS A

WRITINGANDSlGNED BYTHE/pARTVTOBE CHARGED

THEREWITH, OR SOME OTHER PERSON THERE Ulna BY HIM

LAWFULLY AUTHOR IZED!',.

"WHEN THE TERMSOFA CONTRAct HAVING BEEN EMBODIED

IWAWRITINGTOWHICH· BOTH iPARTIES HAVE 'ASSENTED

ASADEFINiiiANir iCOMPLETE STATEMENT· THEREOF)

.PAROLi EVIDENCE', OFiANTECEDENFAGREEMENTS;·· NEGOT I AT IONS,

ANDiUNDERSTANDINGS IS NOT ADMISSABLE FOR THE·

PURPOSE OF VARYING OR CONTRADICTING THE CONTRACTS

SO EMBOD lED", (5)

BE;lN\ WRITING' AMERICAN LAW HASEVOLVEDAN'EVIDENTIARY

PRINc!PlicALLEDTHE"PAROL EV IDENCERULE!'. THIS RULE

PRODUCTOFCOJjRF DECISIONS,\~HICH YOU MusT BE WARNED ARE NOT
.. J- ..

ALWAYS CONSISTENTINTHElRAPPLICATION UFTHE PRINCIPLE.

THE PAROL EVIDENCE PRINCIPLE MAY BE. GENERALLY STATED AS
..... ' -- .

FOLLOWS:

THE iRULE FOLLOWS FROM THE IDEA OF "INTEGRATION" OF'

THE FU.LL AGREEMENFBETWEEN iTHE.iPARTIES .INTOTHEiWRITTEN



DOCUMENT. IN A~lERICANC()NTRACTS YOU.WILLOFTEN FIND AN

"I NTEG RATION " CLAUSE, .SOMETIMES 'ENTITLED "ENTIRE AGREEMENT"

BY WHICH THE PARTIES TRY TO ASSlJRE·APPLICATlON OF THE PAROL

EVIDENCE RULE. THESE CLAUSES READ SOMETHING LIKE:

UTHIS AGREEMENT CONSTITUTES THE ENTIREUNDERSTANDING

BETWEEN THE PARTIES AND SHALL NOFBEMODIFIEDIN

ANY,RESPECT EXCEPT BY FURTHER AGREEMENT I NWRIT iNG
.... ~ '.' . .

AND SIGNED BY THE PARTIES HEREUNTO".

IT WOULD BE AN I NTERESTI NG QUESTI ON I F A CONTRACT

. TURNED UP ~liTH BOTH THE JAPANESE "GOOD FAITH" CLAUSE AND THE

AMEfllCAN!' INTJ:GRATI ON'f CLA.US E. AN AMERI CAN <COURT WOULD

PROBABLY CONCLUDE THAT THE PARTIES HAD NEVER HADArMEETlNG

OF THEIRMINDSj!, BUT I F I HEARD!CHIMURA SAN CORRECTLY, A

JAPANESE COURT WOULD LOOK ALSO INTO THE SUBJECTIVE RELATIONSHIP

OF THE PARTIES ·AND PERHAPS FIND A BASIS FOR. A CONTINUING

RELATiONSHIP.

ONE FACET OF AMERICAN CONTRACT LAW WE SHOULD TAKE

NOTE OF .ISJHE REQUIRE~lENT OF.CONSIDERATION. THIS .IS AN

INTERESTING SOMET IMESTHORNYLEGI\L ,PREREQU IS ITEFORI\

LEGALLY ENFORCEABLE CONTRACT. EVOLVING FROM A MERE HISTORICAL



FORMALITY, THE DOCTRINE HAS COME TO HAVE SUBSTANCE AS AN
.. - - -- - - - -- -, ...

INSTRUMENT OF COURT CONTROL OVER WHAT CONTRACTS ARE TO BE

ENFORCED. FOR SIMILAR CONTROL PURPOSES, AMERICAN COURTS

HAVE EVOLVED DOCTRINES TO GUiDE THEMSELVES IN INTERPRETING

CONTRACTS •. THESE cOURT DEVELOPED DOCTRINES, AL(JNG WITH THE

RECENT EXPLOSI~N IN SOCIAL LEGISLATION DIRECTLY IMPACTIrJ~
FREEDOM TO CONTRACT~ ARE PRODUCING WHAT KESSLER CALLS A

"COUNTERCURR~NT" TO THE FREEDOM OF INDIVIDUAL WILL IN
. __ , : _ J - -:_,:~:.,,: - c-, '. i '. ':: ',' " ,:"". ,>:," ::,;: ,("" i:,:>' : < ':' : ,~<' i\ ,. ;'>;-::-",;

CONTRACTS; IN EFFECT, AMERICAN CONTRACT LAW, ONCE ALMOST

THE SOLE PREROGATIVE OF INDIVIDUALS HAS INCREASINGLY BECOME

A SOCIAL INSTITUTION.

COHEN AND COHEN(6) OBSERVEJ) THAT:

"A CONTRACT IS INDEED AN ACCORDIAN WORD. ITS

SHAPE WILL DEPEND, AT ANY MoMENT, UPON THE TUNE

THAT SOCIETY IS PLAYING. THIS MEANs, TO THE

PRACTICING LAWYER OR JUDGE, THAT SURROUNDING

CURRENTS OF THOUGHT MAY ILLUMINE THE DAILY PROBLEMS

OF CONTRACT LAW. IT ALSO MEANS, TO THOSE WHO

WONDER ABoUT THE PATHS OF HISTORIC DESTIN'{, THAT

WHAT HAPPENS IN LAW COURTS AND LEGISLATURES WITH
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RE.LATION TO CONTRACTS MAYTHR9W IN. BOLPRELIEF THE

PROF I.LES .OFOURSOC I ETY ANPOUH. GENERATIONS",

THESE OBSERVATIONS COME MOST FORCIBLY .INTO PLAY IN

AREAS OF .pUBLIC LAWdUCH AS THE UN.ITED .STATESENVIRONI1ENTAL,

PUBLIC SAFETY, LABOR, ANTITRUSLTAX, TRADE AND UNFAiR

COMPETITION LAWS, f1R. DREYFUS DI~CUS~EP ONE SUCH. AREA

EARLIER, ASjHESE LAj'/S AND DOCTRINES HAYE .EVOLVED IN OUR,.
LEG I S!cATURES, ..ADMINI STRATIYf. AGENCIES.AND COURTS, THE ~;PHERE.·

IN WHICH THE. .wI.LL Of THE PARTIES IS JOTilLLY FREE TO DETERMINE

THE CONTRACTUAL RELATIONSHIP HAS GROWN SMALLER, IN NEARLY

EVERY ASPECT OF TECHNOLOGY TRANSFER TODAY, THE PARTIES FACE

LIMITING REGULATION BY.LAW,ADMINlsTRATIYE FIAT, AND CUSTOM,

I SHOULD HASTEN TO ADD THERE IS.A POLITICAL VIEW

. GAINING SUPPORT IN THE UNITED STATES THAT GOVERNMENT INTERFERENCE

IN THE PRIVATE SEqOR HA.S GONE TOO FAR,.SUCHANATTITUDE IS

REFLECTEP.F9R EXAM~LE, IN THE so CALLED I'SUNSET.PROVISIONS"

BY j'/HI.CH APMINISTRATIYUlRREGULATOR'(.AGENC!ESMUSTJUSTI FY

THEIR EX.ISTENCE BEFORE CONGRESS IN ORDER TOGAINNE.W APPROPRIATIONS

FOR THEIR FUNCTIONS. NEVERTHELESS, AMERICANS,ANPJ'M SURE

THOSLWHO ARE .OUTSIDE LOOKING. IN MUST EVEN MORE so, FIND THE

EXTENT AND RATE OF THE DEVELOPMENT OF THESE IMPINGING LAWS

COMPLEX AND PERPLEXING,
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SOMETHING IN THEM FOR BOTHTHAT AGREEMENTS

PAR'tI ESSHOI.lLIJSEEKMI.lTI.lIILLy, PRACTICAL ECOrWMIC soLUTIONS TO '

BE TEMPERED IN IMPLEMENTIltIONWITHCONCEPTSOF EQUITY liND

FAIRNESS. SOME FALSE STARTSIINIJDISIIGREEMENTS MAYBE

ENCOUNTERED BUT PATIENCE AND CARE IN COMMUNICATIONS WILL

HELP TO MINIMIzE THESE, AS"~IE SAY;WHERETHEREIsA WILL,

THERE OUGHT TO BE A WAY.

WHILEINDIVIDI.lALVARIIITIONSINAPPROACHARE

INFINITET THERE liRE SOME GENERIILPRINCIPLES WHICH lJNDERl.iE
.. . - . ,- _ _ .. - -. - -- _. _. .. ." ..

THE. SUCCESSFULBUILIiI NG OFJAPIlNESE"'Ar1ERICANCONTRACrUAL

BRIDGES. IN<TERMS OFI.lLTIMATE<OBJECTIVES, I THINK THE

I NCONCLI.lDING/ I IiON'TTH INKTHENATI.lRAL BARRI ER

TO CONTRACTUAL BRIDGES BETWEENA~1ER IcANS AI'ID JAPANESE Is

REALLY AS WIDE As THE PACIFIC OCEAN. As A PRACTICAL MATTER,

AMERICAN BUSII'IESSMEN AI'ID THEIR LEGAL ADVISORS uNDERsTAND

IF THE RELATI ONSH IPI STOBE REIILLY PRODUCt! VE. TbIlESURE,

QUESTIONSWILLARISEABoUTWHAT'OUGHT TO BE ADEQUATE INCENTIVE

FOR THE'OTHER,' PARTY BUT·THERE ARE FEW INTERNATI ONALBUSI NESSES
- . - _.. .'.:t. .. _ _ _ _ ____ __ _', _" __ _', ,'_ _ _. .'-~ ',•.

TODAY THAT OPERATE FOR THE SHORT TERM ALONE. ABOVE ALL,

AMERICANS, LIKE JAPANESE)PlIICE'GREAT IMPORTANCE UPON HONoR

AND I NTEGR ITY.



\1E jl.REALL AWARE.THATGAMESMjl.NSHIPIS OFTEN INVOLVED

IN CONTRACT NEGOTIATIONS .HHILE.IT ISUNREALISrICTO EXPECT

TO ELIMINATE THIS ASPECT OF THE BARGAINING PROCESS, WE AS

ADVISORS CAN HELP TO GUIDE THE NEGOTIATING PROCESS TOA

FRUITFUL CONCLUSION BY THE DEVELOPMENT AND APPLICATION OF

PROFESSIONALISM. As PROFESSIONALS WE ACCEPT THE POSITION

AND STARTING PREMISES OF OUR .COUNTERPARTSTQCONTRACT

NEGOTIATIONS. \1E RECOGNIZE. THAT WEARE,;jl.SARE OUR COUNTERPARTS,

PRODUCTS OF .DiI~m NC-r.CULTURES, EACH TO ITS OWN .JUST AND

RIGHT. \lIE KNOW THE OTHER TO.• BETECHNOLOGjCALLYAND LEGALLY

SOPHISTICATED. HHILE EACH OF US PRESENTS AN OBJECTJVE

FRONT, WE RECOGNIZE TOO THERE IS A SUBJECTIVE (EMOTIONAL)

SIDE TO THE. NEGOTIATING PROCESS. VIHILEKEEPINGTHESE

CHARACTERISTICS IN MIND WE CAN.MAINTAINTHE·DESIREAND

ABILITY TO WORK TOGETHER TO EFFECT OUR COMMONINTERESrs.As

WE APPROACH CONTRACTUAL RELATIONSHIPS FROM.THESE PERSPECTIVES

AND WITH OPEN, HONEST ANDC0t:lTINUINGDIALOGUE.. WAYS.WILLBE

FOUND TO PLAN AND BUILD STRONG BRIDGES FOR PATHWAYS OF

COMMERCE BETWEEN. OUR. TWO couNTRIES •

t.jY.COMPLIMENTS.AGjl.lNTOOUR GRACIOUS HoSTS ANIJ.THE

OPPORTUNITY TO PRESENT THESE THOUGHTS.

THANK YOU.

VI. R. NORRIS
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Japanese Group

Employee's Invention and its License in Japan

by

Hiroshi, xosekt.

NEC Nippon Electt~c Co., Ltd.

SUMMARY

In Jap~n the Patefit Law determines, the basic
concept; o fremp.Loyae te inverition andvauchvLnvencLon: is
the prerequisite for licensing.

This report discusses the concept of employ­
ee's invention as accepted in Japan and the remunera­
t~OI".lS p~id,~(),r,,the, iIlyent:ioIl,', ',':ls,well i:is:,the relation
b'etween employee "s dnventLon'<end 'Li.cense,

According to--'t-he work'rEigulcif±ons or the
rules for handling the employee's invention, the
employer is entitled to have the right to obtain
patent on the employee 1s invention assigned to them
from the employee, or to have an exclusive license
granted. On the other hand, the employee has a right
to receive from the employer a reasonable sum as
remuneration. Generally, remunerations are paid upon
filing of applications, their registrations and for
actual profits arising therefrom. Actual manner of
payment or amounts paid are determined by the manage­
ment policy of individual companies.

I shall discuss the above points giving
actual illustrations.
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2: Historical Develqpment Concerning Employee's
Ihventiortin-Japan

Emp1s>yee' s,'in..,,~~'ti??-"'Clri4.,;i t~:.~i'c::i;:hl~ei 'in Japan,
Mainly" on 'Compensation -

~he":str~t:egy of an
inY~l'l;t:fc>n,,;which is a
formstBe'foundation

·'-In'!1'~.O'9","the·,:l'a~ellt'·LCl¥':~a:sam~h<:1.edto include
fat· -tihe ' fci·rst-time' a ~r.ov:if:l*<:)n'-?,()l1.c:erl1~ng,the employ­
ee's invention. The out·line 'of--the-- 'provi-sion read
as follows:

('I}. "The: ·T~\i.~~,t'i:?'i:ls' _~.~dEi.~'i~."th.~':'bo.ur.s:~'(,.:(ilh e Lnveri­
tort,s duties:brunder' contra-'ct' belong' to" the employer.

1: Introduction

,~n 1871 t!lE;;!"" ,l!ap~nesE:,Q?V"~:rrl,lTl,E;;!Il.t:,,,~nac:,ted
r'ude's concerning pa-te'nts 'for the' :'-first' time. "This
marked the first step in the history of'Japa;ri~se

Patent Law. It was at this time that the whole
'c:ountr'y' uwas.s,tr~V"in'g'.'hard,'~,c)';,,b'esorne :~'"rriodern;, ,stat~,as
its 'door' wasvopened to'"t:h~ ,re~t,of, th~wor~d.-in,lR5,:3
by.U'. S,~, commondore,,,,p~r:r:y,·tth,e,era'of" ·:Me~ji··,~e:st:'~ra.t:ion}•
Since the industries' 'at' ,that time were naturally not
sUffi?ien~lY,~evelop~p,onlyve:r:y.!~~numqer of patent
applications'were made' unde r ,the regulatip,ns which,.1
mentioned just now. ",

Licensing 15;:::1 . link 'iii
eI1tc:!:rp~i~e,"w~il~.;"t::h~:, eIllR~.?y~e' 7
prerequisite';-'for- such licensing
,for,'tl1€!" Li.censer

companfe s <'~ ,C?rnI'a;riie~.,'ll.s,1.l
employe.es:'fo~ ·-:t.he;;i,I1,!en i;:i?n-s,th
influe~~ialc>p~nio~~'~~~v,a~li?g

-payment:of-sucha compensation

r:undei'slarid fhatih"the 'Urii-'t'ed "States there
is ;an)inc:~iri~f:i(j'l1 ~O'wiird'enf6rc.ir(gthe'dQITIp,erl's.~t:t()n
for tihe cernpIoyee I·S "Lnveri t.Lon.vby <thelaw~ :t consider
it mos~ ,timely ~,th~re~ore,' too, j:)e, giV-E;;!n an opportunity
'to ',introCluce,·;to".X6\~ahddLscuaa 'this ',subject of the
empIoyeets ;;invent'ion.



satisfy

Another revision was made in, 1921,to:the
Patertt Law wliich I"ad~c09.l~y::;chariged t.he handling of the
employeels invention. In sum, the revised provision
read;

(1) the .Lnvent.Lon made QYAI1:of:l:'icer of a
company .o r its. employee guriIlg:,t1l.e co ur-ee.vo f
'hlsbus,inessbelQI1gs ~() t-her.Lnvent.orvasca
rule. In this case, the compaIly.(t1l.e-e~ploy­

er) shall have a license under the invention;

(2) concerning-,the",LnvancLon :.rqentioned':"iJ'l
tfie _pr::ecedii)g: :sec:,tioI1 t. tl1,e -compenyu empf.oyer-)
ITICi¥. have a.rigl1-t.~0,:o~.ta~I1,;1fhepat.errt c paaaed
to: t.hem .unde.r the:\Vo.r,k,:::r:egu:iations"p.r,)3",:cont­
:ract~, In, '.'tl1is qC:l'S~ ,:,tl1e.c:o,~panY:JE?mp~()ye:t;)
mus,t 'P?X c.om~~I:l~C:l·':i,()I1,;to t.he tsa Ld-d.nverrtor ,

":,,:F:ur:tl1er:ameI1drpen-t ;:,t.9 tJ:1,e provisLon concerning
the:~:11].I?~:,?ye~I s,'~nv:entioI1,;YlaS'Jl1':'l,d,e -~;:n,;.::19·5:9.. :l;t 'Was
id,en,ti'ca'l in i ts p,r:in~,ip'le,:,t.o,:':i:l}e Law.oof ,·.1921,.

- '" :::<:,-,'::':::, " -- ,:',',:',--, ::
-Tpe law oonoern.i.nq tI:lE~ ~..mpLoyee i s -LnverrtIon

which is effective today has ca.r.rLed. ..overit.he.csp.Lr-Lt;
of the law of 1959. ~

3: FuIidairierifal "C'oncept of "'E~pj~;(,;:~'~:~,'s I~\l~-~,t{bn' in the
Prevailing Japanese Patent 'Law

(1) _R~~'.J~pan~,sepatentLa,w"Ar:t~9te ,35, "~~pl()Yeels
Invention"

"Art:i'cl~ :3S~:( 't.ll,e]?a~ent"'Lawst ii-?u'lates,ru1es
:ab0,u't ,th~~IUplpy,eei.sil1,yen~~on~ Tl1~Y ,':ma}{,e, adj us tments
?f:. ,:~he',:~l1tere:f>ts.of ':t:heem,pioy~:t;"';an4 tl1e-::employ,ee
',conce,rIlipg .,:t:he:.e:mplC:>'y~e"e. .LnvencLon,

'I~he;emI?Joyee:'p ,inYE7ntipn is d~fine:d.",s9: :a,s<to
following conditions. '

(a) ""The,I1a.t:tlre, O.:l:','1=he.,~nventiol1;'is such that
i t,-,lJe:lOI:l9;s;,.;J:,o-"the"sc9pe; o:f'., :t:,he ,:b;qsin~£!,s 'q.f.
the ,employer-"invo.lV~d. ", , '

, . -' , , , , " --' ' ," .,

(b) The activities which lead to making of
.the, , Lnvent.Lon., ,belpng:;,'c,t:Q,:-:t:l1e, :pr.esent:; o r the
pas.t sc.ope".9(' :4,11_tJ_~'f5:' or,!t:f:1~,~mploYE!,e:"eb:::.
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'e

concepts of
invention.

to "c1i~cus~,the
~hE!,_emP.1,()YE!E!'s

I""wdh~d"nc>V': likE!
irttrentionsother'thCl.ll

Gert:~::Lal1'y:~nthe,J~pane~~compan i.e a not only
researchers who are given a~pecif~c !ese~rch theme
also the employees of all the sections are
ak,e,,imp.rp\T~¥1ept~: :i~, t~~i:r ,911tiE!:~. A9c::9r?f,p~1~, ,,' v
~,::,:~a~,:'#hFt"mwu~t,e::,<~' numbez' of-cases"-etre" re'c.9gn'i~z'ed
,e~pg',t,p~ ipy~'n,t+on
E::!s~ ,', ~,,<:i~,anesecou:r
Attachment 1.)

'" ,,"-."----

(2) Rights:':a.hd,L'rce'nse'bi:~rit~lbyerand"Errit>i6yee:
I shall now discuss the rights "a:qcl':ligens,E!,,-.,of ,the
??:nr:>~0:Y~~F::,ancl,i~h,eE!mpl()yee: concerJlin.9the,~.J)lploy-
ee' ,E( "inyentiq'!1. > "

Employer: By th~: 'd6I1t'i'a6ir: with 'th'e~fu'~ioyee or
by the work regulations, the employer may have

(1) (a) fnven....f:'i6'n' in"'Se'r'vlce: T'he inveIlt.:Lon falling
~it:l1fn,t::~e,:~c(),:t1~,,:,()~,'t:1:te"bllsine s:£!: ,0 f::the :e,mploye,r
o't,h,er th~n.;the"empIpYE!e's"",inveI1:ti()I1" , .+np:ractice
'~t,~()ll,l:~,,be,C:1~f:t:,i,9ult",<t;o,d~term~p,e:~he,t-her-,:an
irlv~J}:t:i()l1')'s',jr-n enlpl,oY:E?e,'g:iAvent~()~ pr',aD .Lnven­
tion'in' serviqe,,: ,so: ,:"that:,:tllE!:emp~.oyer,is, ueue.Lj.y
informed and 'the approval obtained as in the case
at :the:emploYre,'~"inv~ntion"

(b) Free Invention: Those inventions not falling
within the scope of the business: <c>f,:'t.he .emp.Loye r ,

the

~s,,',employec1by-the' empLoye.r •

.,:,Tp~,ab,<:h,Te. coridi. tionsare.,rather, widely' inter­
p ret.ed in Japan,.

:Th~':::tefu" :'~pastU,:as ',\ised Ail ',I ,tJ;1~:, p reaent; or
the'past scope o ftdu'ti.es" means the time be fo.rert-he
employee 'treris fer-r-edv to a different sectj,.op,w,tthin the
same company. The time before an employee relocates
l1.tJ:l1s E! l J ,.t8,'<:in,,?,~J:er:, S9~;>';ln:y:j~:: l'l?t""Cl.PPJ~~q,Cl.l:lIE! . Since

"most of ,'the' Japanese' companies EoLl.ow :,:'=:hE! emp l oyment e
for-life system, there are hardly any cases where the
mat:ter has :bE!~H\ fO:rp1Cl~ly c()l"lt~st:E!dat,:thE!::c::9UI"t~ This
is' q~it:E!','~if"fE!rE!Ilt fi:;o~"th~",{]I1~tE!Cl.::st:<3:~e,s:whE!rE!you '
have" tni3ny.,dec:isi(Jjls,0l'l t1;Ie ...1:.:r~~l~I1g clCiusE! ~



the right to .obtain, p~_ten1:_ paEi,sed._.to :.i:p.em from the
employee or have- the exclusive' license granted to
them. , However,. if such, a cont,.l:'Cl,C.t, , 0I;work regu­
lation does' -not exist ,the said .il1v7p t i o n :,beloIlgs
to the inventor. When the inventor obtains a
pacerrt, "the _.employee shall "h.avea l1-?n~~xclusive
license 'under, ,the. s:aid patent. This is called,
Shop Right in U.S.A,

Employee: The" employe:~!:ih_~11':ha've,t,heinlU~l:"ent
right to opta,iIlpate:rlt,' inre'sp,eq't o'f'1;:he~mI?loy'-:­

ee ' s inv:ent~ona,s a .ruf,e . :,HO"t~ey:erJ,wl1en' the>:
employee passes the said right:. to' _01:>;~<3.'in_: patient;
to the employer or he must grant an ~xclusive­

licenseth~reunder_becauee C>,::f:. the contract or the
work reguiati?ns, .. he must,' do :so.,. The .emp:Loyee,
how~ver,:?as a'right to receive'a,reasonable
c6nsideration~ -

I shall":now discuss;rea'sbns'fo;:"1:h~prnvll3,ions
I :,'just 'mentibned~ '

(a) The,'employer of~~tE>,'f(lCilit},es',rna~eJ:'iB;l~,. et,c,
required'for the' pur-suance :qf ;,1:~e ;eimploYe:~,'s
duties;-pays the employee his salary and contl:-:i.­
~utes to the completion of _the ,inv~l1:_t:ion. In the
co~rseo~:pe~forminghis,duti~9_to~ the industry,
the employee ,absorbs knowledge'and obtains in­
formation forqomplet~ng,the iAv~nti0n.

('b) ,:While,-thei,errlP16yerq6I1trib''!te'sin,th,.~wa'y':,~ just
noteCi, .th~'emI?loxee is ,the, :pers0I"l wh~,actually

;completesthe":,invemtion;, 'and 't,he:inY~I1tion is
·stibE;tartti.~ll:y"theresult'of ,~l1e"employ'e~Ts
.frrt.e Ll.ect.ue.L .creative "a~tivities.

The court shows its 'viewsbn':tllispb'int as
shown in Attachment 2.

4": Actual; 81t'uaficiri'Prevailing in the Japanese
Industry Concerning Employee's Invention

(1) Work l'egu1a.ti?ns . ..•........
There are two general' rules whicH' E,:rOv':Lde,}or
passing in advance the employ~e's invention from
the employee to, th~~rnP~oye~~
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Ac6brditig to 'the survey conducted in 1979 by
Japan Institute of Invention & Innovation, 418

in

~e:e~l}itio:q o~~,rn,Pt?yee,'s ~,JlYt,Iltion

oefi:ni~~5~I1 ?~'.:,~W~loy:e~: (iTlc:Llldin<] ()~~i,c~r)
Report and recognition of the employee's
i~y~ni::~qn,and (),~l1er::,:in,'r~l1ti?,ns
Obligatl0n to assig~:,~J;ie,rig~t,;:'t6',':()~::~~in
patent for the employee's invention to the

E!mpJ?X~fi' .' . ,",':,-',.:.:' '':''.:
'Pf?c~?tlre's for the,r:,e,!?()F:t /Ci.:r:d th~:ass':tgnment
Re:mtineration to ... i:h~,'.'eD1PJ,.oy'e'e .
Others . .

(a)
(b)
(e)

(d)

(e)
(f)
( g)

the
court's view, on
Attachment 3.

(1) Work Regulations
(2) Rules forHan~lipg of,Employee'sInvention

shall first take up (1) Wprk Regulations.

So long as t.he ae work,_ E~g'l1.~atfoIii3 contCiin a
provision about th~ernployee's ix:ye;I1t~9n ~liich
st-iJ?ulates that ari,::rnplOy~~ ITtll~t,<:is§iQ"~ .i.n. ad­
vance to the" emp.Loyer the right,_~(J"o~~ciin patent,
th~o:employee"can not refuse the assi.grirhent;\of
such a right.

United States differs from J~pah'lh',:the':poirit

~hCl7, th~"d~sp?§p:~ q~: tBE7.' elTlpl?ye~' ~ ,:'" ~nyention is
Cle,t:tTnlli!led',~,~n;tl1~' ~P:Clix~Clu~f, ,~Iflgt(JYrnem~,,?on-t:r:a9t
ei1b=u:~e9_ 1:>i·.':th~:'e¥iP~()ye:::{ qnc1,,:th~ :·emplqy~~.

(2) Rules for Handling of Employee's InveHti6h
Th~:~llle:~S0rlq,?rn~~v! _J~Ci~<:lliI1SJ, .,()t E!~pl()yee I 5

i.llv E!n f i cHl , ~~tei=mi-~;~ .·~J1~'f,?·Jl(?r~t~ "p:c,()ce<;1lJr er 13 f<J:C
~h:e ,,: ii?sfS!~rne~i::.of', ~h,$ ,.:,'~~<Jh:,i: .. _,+T1vofv~~g .... t.he :,.,~,JJ}P~Hj!­

:¢e~.~ iliventio!l',':t:l:(?m th$"~nWloy~r;J.~"the'. employee.
:rn.,',-i:h~'__,\l1311al ca$e ,:,.1;:h~~e,:,rU:1el:;j :.comprise"the-
'~c:>}~()Win~~' , " " ", .



S: Remuneration

companies (or 73%) out:,,9,{tJ1~,;571 m~lJ:ufacturing

companf.eacin J"F-!?an.:.h~Yf':f?,'f:i<J..ruIes , while,.IS3
'(or' 23%) do not 'have' such rules.

6lthe 'cbmpkni~s wh'i~h;~aid th~t they have
su?h .. rule:s,.,listedth:~~pI19!",~I1g ;.as:, bei.nq subj ect

't(J th~ r equ.Lat.Lona concerning .1:ll.eE?mplpyee.' s
invention.

•... ': < __ ,;:A:ct:~cle,,3?, o('1:~J:-o:Clpa*~$k:;¥ai:~ht:,:Law.:~tipu-,
iates th~t,?ih.',~mp~?yee• ~ho: h'3~',: .~.~ s:igped.,h:i.f), ::i~vention
to the empioyer' is entitledto'a remuneration paid by
the empLoyer .

.IOri'the ?-Pt:qa.(:prasti:S~,,":t~~:'¥a~a~gn1E~n~('poli­
cies df' t.he ,:?ompari~ .. i~y()~yeg;¥l-ciuI;d-; d~<:id7;': t:l1e"J}}C}nner
~l1q';t~e: ,anpunt.:of,r·E!mHP:E!r9:1=:iop.;,,~B~t, .. the. 'ii~ua,lj~ractice
is -to :'PElY eel Ge:J:""t:ain'7moun~ ..5?,f r~w~i1eJ:"~ti9rif)<vlh~rJ. the
application is filed, is 'registered, and!ora7sruessome actual profits. (Please ~efer to'Attachment 4.)

Fol,~9'\\7iI1g; a.r~,::.the'~:~s4lt~:o; the "aurvey
cort<iuc,"ted, .1:>y,Jap.;tn :E:',atent .j{ssQc:i,ati;¢m iii "19.-77'-

Avei~'ge,':;.Amount
¥3,500
¥2,400
¥4 ,300

288 re!'pondents)

331 compenLes (79%)
406 n (97%)

407 n (97%)
350 n (73%)

377 n (90%)
236 n (56%)
269' n (64%)

66 n (16%)
37 ( n)

of,fi<:er.. ',;
Sup~ry~sory

P9f:iition
Researcher
General clerical
staff
Fact9.ry worke r
c;e~np~l
~9n~r~gu~~~ ~fCiff
I?a:r;t~t~mer

Others

2.

3;
4.

5.
6.
7.
8.
9.

EeIl:lune17a~i()n pq}d at' t':n:~ t{riie!,"the 'application is
'f".i.led .qr ,1~idopen: .

::-;414-

::.Type of ,Indust:t:Y,:,;., ... ~
'Metals & maCl;1+~e:f~e?:
Electricity &machineri~s
Chemicals

(a)
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Ther,e, are.-tw.D,":'kiridS (if rehrllii'ieratiO'ns',for any
employee inventions assigned to the state -:by:;f:he

the

'Average'Amount
¥l0,300
¥6,500

¥lO,OOO

Type,of Industry
Metals & machineries
Electricity & machineries
Chemicals

It

6': System of:,"Rerrnineration within the Japanese
Government

"F():L CiIl,,:rnpl()y~~wh()s~,:Cl:utYCit,~().rKis to
corid1.iCtte~ea:rch,.,rnakil}g ,an' invent~.on"is',qllt te, ", natural.
Since'~e'is l?i:l'id:'~i:lg~s,~or such :a~ork; there is no
need, t.o-pay remuneration'sep.aFate~y_.lI

In, ~U?l1 a cO~:pany,' ,,~?rE:!rnUI1era~i()l1 is paid.
Instead; they:'seein'--:~o"l?~y:<::?n~iderCl.1:~ons~I1 such a way
that his' business achdevemenrs p.:L~'.s~f:E,i~iEmt:~X, reflec­
ted on the speed of his prornotion--and on'the--bonus he
recieves.

employer practices the invention involved,
receiv:~,s, t.he f~e f0:t"~,~i?:eIl,se, t()a,t;h,i:t"d,1?a:r:~¥. The
am0tli1t.' and. -the "manner- d~~e~~J;ling ',tll~, (imount,to, be
paid' vary', 'radica~l:y: :dependil1g():rl,'t,~,e',in~~Vidllct:L,com­
pany. General-ly' spe'ak:ing",'~ome":,~dmpan~es,,,s~~',the
upper limit on the amount :to be paid~white' ·th~e' others
do not set any limit~Pe:t"?onCilly",:I.thi:n~"that set,:t,ing
the upper limit to the'rernuneration'ini'ght be--'construed
as violati~9",Art~cl,e,_35 of the, pateIlt, L,flw.,:,T~·I~: recent
tren,~, ':in::-::thef:_,li?ensiIl 9" pr-a ct.Lce-.Ls. oc'ros,s/""fi?,en,s+ng a
p lur-ali,ty,: ?,~_,'rig~,tsinclus i ve1y ." '" I,Ii:.,rh:i,!:;' C'~~re.~ ,:: it
would- be,' 'extrellltely difficult to 'e'valuat,e, t,h~:ctctual
,a.chi~ye~,~Ilt, ,rtt~de: bY',Ciny one right,. ,Tl1is". p(:)s:e~'a
futu:~l:" pro~'lelU ,in paying the remunerat,ipn b'as'ed on the
actual" proii t.s ;: ' '

(b) Remuneration paid at 'theti'me th~-"'ap:pi'fcaE±on'Ls
published or registered

On 'the o'thex hand, there is: 'a'- Ie'a'ding opinion
1?~~va~~iIl9i:rl J~pan,"that the:t"~ ~~_non~ted, for paying
.remunez-aei.on, :The' r-at.LonaLe given ft?:t"'thi~' op.InLon is
thiEh - ,
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governroent public officials.

RemuI)eration for"practice:

Remuneratioll paid '
the income x 30/~00

(income.,.¥300 ,000) x
. 20/100 + ;;90,000 ...
(;>c:tual, in"pme-¥500, 000)
x 10/100+¥l30,000
(actual income~¥l~OOO,

OO.O)";~,,5/100+ ¥lSO, 000

111 corne , of the ,state
Be Low 11)00,000
Airlount,:e){:ceed1.ng

11300,000
Am0W1t' ,exde,ed;ing

11500,000
Amount exceeding

.¥I,OOO,OOO

"The f:>).lIn o~remun~:t-at:ion :Eo,J.T,regi:st:ratignand
th<3.t"f()l:',,~ip~ns~,tobe,pai,dto one official
should .not; exceed :~,2~-{)OO,.009 .11

However, as I mentioned earlier, setting such
an lJ;pp~r:"lirt:l:it maybe 11~1(:l,as -y;ig],.ai:.;ing:';1\.J.Tt.i,;cle'
35 of the Patent' Law', ' "

Prpvideq." , h"wever,:" t.here : is a l1"'llPper l;iroi:t
:s~t,on" the',to.t:.al ,SUl1l' of',th~ :l:'(:mm!ieration,for
registration and the,retnune'ration :i:or"practice
in the following way_

I l1cprne"gt ~1l~: 5t~~~:,:'i:~:-:!~1l;~-::'~um acc~ll,ing",.. ,from
~h~ said invention for the perlod starting 911'
January 1 and ending on December 31 every year.

{L) Remuneration f0l:'re,9:;l,st,ratipll: ¥6"OOO,:per .one
ri:ght:., .p r-ov.i.ded , hpW'~ver,,;if one right covers
more .t.han. 2 ,invent,;ions,a,dditional¥3"OOO .iscpad.d
Ln.Yeapect; o fy.orie invention.

The amol1I1ts PFoviqe4 for ..theabqveremunera~
tionpare :

(1) Remuneration upon registration: To be paid when
threpaten~"isE?ues.

(2) Remuneration', uponlice,nsing,: To be paLd when the
state makes .any income by operation or .di.spos a L
of such a right.

7: Relation between Employee's Invention ,and
Licensing



Following two instances are ·qQJi¢~i'YaJ:j¥~:':'§:S·

concerning the employee's invention and licensing:

a license for his invent-1) When the inventor grants
Lon .tro an- errt.er-pz-Lse e
In 'the -ce-se: where :nowark' re'glila,tion's or";rttles
concerning. .handL'i.nq.vofc.iernp.Loyea.' s.iLrrvent.Lon.cexi s t; ,
t.he.re.iLsi.nor. .neces-sez-Lj.v.:a. need-Yorr.ani-LnvenEor

,.
madev on.

invention}':'-orfree
s at.Ls.f'y _.its'el,ft:. byi.havd-nq a-license
inventor, while the inventor receives a reasonable
remuneration. In most of the enterprises, the
remuneration paid is a set: emounc: w.i:thErn: .uppe.f
limit and this is most certainly to be held as

.v.:i.o'lating.>-Ar.t'icl'e 35; of the:>J-apanefre : Patent':;. t.aw.

ceptional
_ the inventor
granted to a third party.

When_'the',:<company .-gran.ts:'a:-~license-__'.to;- a,i,third; party:
when; we:; .exemthe: :the\ .Lndd.v.fdua'L. case's: whee-e. ·the
remuneration; is;'pa'id-to;,,:,:,the:- inventor, f'6r:,'a,: license
granted by the company to a third party;,':there
are; I} this is included and treated equal as
when the company practices the invention, 2}
although limited to a few examples, the two cases
are distinctively distinguished from each other,
and 3) ex

2)

The recent trend in the licensing practice is
quite complex as where the cross licenses are involved.
I would say that the inventor should be given a reason­
able reason if he is to receive no remuneration for the
license granted to a third party on his invention.
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Attachrnent;No .. 1

Tokyo District Court, 1963:

liThe case where the act wh.i.chiLed- tio, making. an
.d.nverrt.Lon beLonqs v t.ovthe .dut Le s :of,theinveritor
is .nor. ,to be. l,imited-·tb.the: instance: where:;he had

.been ,specifically,: ordered by::thecornpany 't.ot.mak.e
-ancdnverrt.Lon-,-. or, wher-e-fie. had. b een given::a -concret.e
'proJect:,. bur. it should be interpreted: a sv LrrcLudi.nq
the case where. the' contemplative iact.Lvf, t'ies-·' which
brought-:,aboutthe::cbmpletion",-bf -the: d.nvenr.Lon were
expected cf,:,the:', .emp Loyee. .j:udgingi-'f,rom -t.he. :resul 't; , "

Tokyo High Court,c19 67:

"An invention made' by aiper son occupyanq. ai.pos t.
of an officer in charge of technical matters of a
company should' be., consLdexed 'as,):an-,:act';',falliilg
w.i t.hd.n. -cbe , .acope ..c-t. -che- official: 'dut-ies. even
w,i thout- an-order. or-, Lnscruct.ton. -tccmakejauch. an
Lnvent-i.onc."
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Attachment No.2

Tokyo District Court, 1959:

~419-
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Attachment No.3

Supreme Court, 1965:

"The wOX~,rE!gu,+at.t9nswhd ch ':E:r;9yi,Cl~:,tl1e,:de~inite
form aft,he -_l:abor·,condi-ti.ons"haye:. -a :-,chCi~a,ct,er of
beLnq aki.:nd, -:9,£,,50.9ia1, :",Tl0I:"rn- ,l\Il<:1-:so;,io~g' a~ they
provide ;.the>:rE!CisOnablE!: .cond.i,t;:i..9n~fo~,.Ehe,1~or ,
there: aqcrues,a,legCil,b,:i.n4i;!lg forc:ea~suming that
t.hereiexi s t s.a ·.-labor pzact.i.ce ,:bE!t\'feE!n the ',"E!I!}ployee
and thE! E!~plQye~.

Accordingly, so long as the content -o(,tp.E!,work
regulations remain reasonable, the employees can
not reject the content of the regulations irres­
pective of the fact that whether individual employ­
ee is well aware of the content or not or whether
the employees individually agreed to these
regulations or not."

-420-



Attaclfuleht :.Nd. 4

Examples of Remunerations:

Company ,'A

Remuner-at.Lon. paid upon filing;

Remunena't'Lon.vpei.d.vupon :aot.ua li -pro£it's,,:{for:;S: years}

Remuner'a't.Lon pa.Ldcupon. ,'registra.t'idri;

utility model application
Design appllca.tion

n,soo
¥l,SOO

¥4,000
¥2,000
¥2, 000

N6 upper limit
no,ooo

even for cross

P'a't.errt;
Utility model
Design

·,M.iximum
Minimum
Remuneration 'is paid
licenses ..

Company B

":Iri·ve'n t.i'on

Remuneration paid ,upon filing;

Patent
Utility model

¥3,000
¥3,000

.kemunea-at Lon 'paid upon registratioIi;

nemune'ratrf.on for company I S .own .use ,( f_or 1 year);

¥200,000
¥6, 000

¥S,OOO or' ¥3,000

Maximum
Minimum

:Patent
utility model

Remun'eration'-.;fo-r' :.license:: {,for Lncorne from license
ifor l::year};
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Company C

¥6,,-QOO .or- less
¥3,000 or less
¥2,000 or less

¥4,OOO + '"
¥J,OOO

¥9,OOO or less
¥4,500 or less

:¥2,;SOO' 'or less

BOO,OOO
¥6,000

¥l,700,OOO
no,ooo

No upper limit
,¥300,OOO
¥150,000

¥50,OOO

Maximum
Minimum

Maximum
Minimum

None

As a rule, 3% of the license fee is paid.
Remuneration is paid for cross licenses.

Patent
Utility model
Design

Patent applicatipn".,.)
utility model application
Dea.Lqnvapp.Ldce.tLon

Patent 'application
Utility model application
Design application

To be paid upon 5th year from the.puh­
li'ca:tion" 'date::':and,5 th, -yeex :.'f'.1;Qm:,:the
registration date.

Special class
.Lst; :class
2nd class
3rd class

Remuneration paid uponactual;prot~ts;

Remuneration pa.i.d vupon ·filing;

Remuneration paid upon registratio~;

Remuneration paid upon registration;

Company D

Remuneration paid upon filing;
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EMPLOYER-EMPLOYEE INDUSTRIAL PROPERTY RIGHTS IN

THE UNITED STATES

The United States has no statutory counterpart to

Article 35 of the Japanese Patent Law. The respective

rights, with regard to industrial property, of the employer

and the employee in the United States are determined by

prior express agr-eernerrt or contr_act,_or~n the absence of

such, by court-made law~

Firstly, let us consider the. situation where there is

no employment contract. The rights of the respective parties

vary with the facts. The most common fact~al situation 1s

wher-ei.t.he empLoyee is atechnicaTpersol1wh"is employed to

carry out research and development work in the employer's

work place. Even in the absence of an employment contract

providing for industrial property rights,. wl1ere the employee

is employed to. invent, titles to il1ventiol1s made by: the

employee belong to the employer. Where the express purpose

of the employment is to use the inventive facilities of the

employer to exercise the employee's inventive faculties for

the employer's benefit, it is clear cut law in the United

States that there is an implied agreement to assign any

invention made by the employee to the employer--in the

absence of an express contractual arrangement to the contrary.

With regard to an employee who is not specifically hired

to invent, and there is no employment contract providing for

industrial property rights, the employer mayor may not

obtain industrial property rights, depending upon the facts.

Generally speaking, if the employee developed an invention

during working hours, and utilized the employer's facilities

and materials, certain patent rights flow to the employer
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with:':: r~gard"tc;::ariy invention made'. In" such ,'a- radtual'~iitiia:"::'

tion,;,th-e errll)16yer 'would' obt&:1.n an irrevocable'::' norr-exc tus rve ,

non~trans'ferable';':':::tree,:ifcel1setO"tise':'the subject ,matter or-;'

any patent 'that the emplbyeemay acquire, In the United

:shop 'rIght' Is" an'equi tabieright that the employer

obtains' For a shop right to exist there' must be an

elllployer~elllployee relationship. The' right thatfl6ws t6

the employer is non-cexc Luaf.ve . 'The title, to,thepatent

rests in the employee and he' may license such right t6 thIrd

partie"s. Thus, shop .:rights are not always desirable to an'

employer ashe 'do'e s noFhaveexcll.lsivitY, Under the shop

right' concept, il1 the United States; the empLoyer- is not

obliged to compensate or pay royalties to the employee

there Deanz no 'st'at'ut'6ry'::'or Common:law:'re qui,ring

cannot De' transfe'rred' 'or Ticensed t6athirdparty by the

empLoyer", The" cour-ts, however', have heidthat shop rights

p:a's's 'to' ::-sU'cc,:essor:6rga111'z'at16n's:6f,:-: the,'e'ihp'loYer.

BH"d'iirEmtI'on might De''made oFthehistory>Of shop'

fight'il1 tile" Un1te'cI States'toHlustrate that it is along

si;",nd111g' concept in u.S:' Jlirisp'ruden'ce.;· As' e'arly a8<1825

(this" being' veF!! early" In"u's. 'judicial hi'storY)l· the concept

of 'shop'hght"s"was' acknowledged' i'ir' Permock' v; 'Dialogue

-U9F; Cak>lTi, E;D.,Pa.182SY: In thiseaNyU.S.CaslO.'

an ir'reY06abie, r6yalty<freelicense fl6wed to'the<employer,

for anemp16yee' s invlOntibnma'de'· inthe"c6urse of his employ-

sU"c'h~

ni'~:n;t'~

shop right· is personal to the employer and it

liowe'ver',"fn' the': Pennock -ease ,:::dhe:' 'of- the' cri,teri'a
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f"r .the shop right ",as that. th.e iny~ntion be made public

p:ri()]:·:t;q,t.b~ empLoyents use. 'I'hLs . r-equf.r-ement . tqr prior.

public discl"sur" to "btain a shop rightwas.dropped.in a

later 1843 case,McClurg v, Kingsland (1 Howard 202) ..

1rF summar-y, "ahop right", i-s anequ:i;t;ableright.. which

compens~:t:;e$",'1::;he::emPJpyer,-forhis contribut1on~o ,~he employee' 5

invention, and :is:cpeatedby operation of law. An employer­

emp19yef.!;<r~:Lationsl)ip, and deve Iopmerrt of. the .f.nvent t on. du.r-­

Lng hPurs:pfemp.loyment,at; the empLoyer-.' B: _~,~P,~,~s~are ,con<:l.i­

:tions ·which.arerequisi:tes for. a shop: right ..·Of.course,

even if all~:~mpJoye:r',l1a$,-:a,l;5hop :t;'igl;1,t,: po .an-;1nvelltion, .such

wouq.d'notpreclude the employee-~nyentQr f:rom granting t o

the employer: gr-eat er- rights, includIng full title to the.

invention.

A r-eLat LorishLp of e:rnpl()'Y,~J:'::-eIJlP19ye?:,:.per5,8. does> net;

create a shop rIgh:t· for: all.· inventions made. by the employee,

If :the ?-flVE:ntion<-W<:i:s"made,: bY':"t,he empLoyee.. at, his, own e?C.pense

and, aw.ay frprn::. t1:l~,'; _wo.l?~::plg.G,~.', ~t; :.;L,:3,:qui t e ,c:J.:~~r_-:;:that the

employee has. all. rights: in,any :Iny~n:t10n.that. he might m".ke7­

in t.he. absence- or- an~){pre:ss:.::agre~!!1el1,t-,: t.o t}1~c-Pf:ltrar~~

There, of .c:o:u:rse;.,aJ::'~__ : pUJ11e:,rou,~:-l1Y,1:>:;,iSl", _fac~u,a,l., s1 t uatLons

whi'cb\ha.v.e been r-es 01ved ,b.y.:; '~)i1~ '~,cJtlr~;~ " :<;1.5: ,'to:::wgether ,', or not

: a~hoprigh:t: Is ipyolye\!. For~xample,in.0l1e,.casethe

empLoyee- coneeived:-::an:, ::ipve,n:tLon .a1:;;" ~b9f!1.~:,::,: s!lS'_~ed,tt:.,'t0::l:li~

employer,and. eubsequerrtLy used.theemplOyer' s facll1tIe~. to

make the device onvt.he elllPloyer's time, En this: Lnstarice it

w.a~:helo.by.the.. cour-t..:that a.;~hop right. did exIst .• What

ship as in the case of an employee of a foreign subsidiary
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wOlOking tempolOalOily in the "U.S. and not included on the U.S.

company's pay "lOoll? While t her-e ar-e no "cases dLr-ect Ly in

point, the COUlOtS could velOY well find that thelOe can be no

'shop-right:' -f-l:owi:rig"to,.t:heU~S,.-,nemplbyer""becauseof 'the

a Lso'<heLd' that if an emplbytnent'contractplOovides' Tbr

r-oya'Lt Les t ovan emp'Loy ee fcfr-inv'erit-ion's, t her-evcan ·be:' no

Shop' right} 'the empacyee-.havfng t;ttTe to' cthe'inveht'ibn

Most u.s.companies'lltilize writteh employer'-emplbyee"

agr-eement-s to claPlfythe' rights of the respective parties;

U. S. "'c'ptfrf's a:I·8';\reluc'tant· to "lrnp-iy::art: 'agreement con the ,:part

of 'anelnplbyeet'o assigh'patehtrightsto an employer, an

express agreement of such usua:TIYbe'ihg, r-equd.r-ed , :·There:

is nostatutoryproVisTbniil the United States against

pr-e sent. or' fllture'TridustPlalproperty 'rights .

."nehe<ra'tly ,';' empI-byer;';"employ:ee ,,' C ontr-ac t'sc-6ricerhirig

-i:ridust:ri'a:F p-rOperty"matter's"'-prOvide' fdraha.greefuent·'.tO'

assign future inveht:fbris:,·rnade- dl.lrl:hg-:the")cout·se'of-;:emploY~:

ment," :~ruch (-cbn'tracts~:(aI'-Ef'<~ftri;c';t'ly-c'onst-r-ued 'by-the': cour-t s ,

Thefield'or "'sUbJectinatter' 'Df'such"Oritl'acts, must De

res1?rictedfO what is' ireasonably"neces "ary'" for theprClteC"tion

of the 'employer"s busiriess, Employer--elnployee contracts

contaihing 'prdvisiohs"exteriding beyondtheitermiriation' Of

an empfoymerrt ('-"hbia::,ovei.- tt 'c'Tatise's:') ' bave i been :he'ld'cto"be

en ror-c'eabLetand: hot, aii"tibr'e,'as'briabTere'st::t'aiilt '"bf tr&de,'Tor

Lnvent.I'ons'<conce f ved dlit'ifl:g t.he. 'e,mplbyrnEm,t·, ,and ba'sed:'on':'

the ·empldyer 'scdhfldentf'al informatiOn. Hold"-overCclauses

in employment contracts are enforceable only if they
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.co.nst:tt:u~?_ a ~_€!.a_s,Ol1_able: and, Ju:s,tift'able, r:~-st,rict~on on 'the

rights-Df .an -emplqy,ee:to,work -in h1.s.;profe's,si..on.:f'or sub..;.

sequent emp1"y"rs,~he.1eg1timatepurpose .of. ho1d~oyer

clauses is to prevent the employeeJ'romapproPri·ating to hi.s

own use or to t:he use of,sub,sequent:ernploye.rs,inveptions

relating"',;to,,ccial1d: steITUPi;ng,f'rom.".:work clone: ror- 1'118' pr-evaous

employer. Hold-oyerclauses.must be .Hm.ited. to.reasonable

times.. and to. sUbject matter which the empl"ye".l'/orkeci on or

had knowledge of.;:duringhis employment, Such agreem"nts to

assign Juture inyentionsYest. inth" employer an equitaple

right in. the emp Loyee , s ...Lnvent.Lons ; .Assignm"nt oJ'such

.LnventLons t,i:)::the, emplPY~:r,can:-:b~_ en:rorc,ed:i,-n ,cpur':t,.:PY : (in

acti.op:;for s:peci:fi-.c; p~:rJ·prm~n.c€!;.,:;,

The \!.S.statutes.proyide. J'"r r"cordingassignments or

title to patents. in the ·.U.·S.l"atentand,Trademark.QJ'f.ice.

The assignment must .ber.ecorded .within..three.months. J'romits

date 0",' prior.toa,subsequent,assigmnent·to a third. party

ror- va.luab"".consideration without ..not'iceoJ' ,th", Prior .assign­

menttobevalid."gaillst.su"hathirdparty.

My- emplo~e~,- Eastm~l1,Kp~~~ C9mp(il1Y, ~ses ap :emp+oYee

agreement l'/hichinc1ude.sproyision.s that· the,elllp"oyeewill.

,.assignA" Kodak a1lhisr'igh.t,.tit1eand. interest in, all

1nv:e,I:rt:i.9I1,s",.:.'(jis,c9Y.e:r::i,e s:",; '~:InP:ro'yeme}lJ:;~,! _a:~d,J c9PYr~,grtl:l.b 1~;

subj e c.t matter ..inhis He.ld of'. "lIlploymeJ1t· which he. makes

during,br,within two years aJ'.terterlllin"tjon, or, his

empLoymenc, Such an. empLoyee agreement, is . signed by .all

Kbdak;:,."mp"oyees, . W!:>et.!:>e"" .they .be hired ror-. research."nd

or me"ely roz- gene"al



empLoymerrt . When aneriiploy'ee makes ':~n invention, -, he executes

an assignment for that particular invention at the time a

patent application is' prepared for filing. The inventor

is not further compensated, although at one time Kodak

'" "'--

upon the executfon 61 ariias sd gnmerrt ,

Eastman Kodak Company also has a suggestion system

whereby employees are encouraged to submit suggestions for

improving the compariy'soperation. General1y,submittea­

suggestion" 'are not of a patehtable nature. Under the

suggestion system, Kodak employees submit their suggestions

on a prepared form which Lnc Lude s the conditions under which

thesiJ.ggEistion is accepfedby tile COJTIpany. Thesuggesfiol'l

form is sighed 'by tlleihdl'lidu.a.ima.kfng th~ suggestion and

"We invite any suggestions from Kodak employees which

may benefit the Company and its people. We will

investigate and report to the suggester any such

sugges t a oris and, acc or-df.ngit o ourestabi1shed'

policy 'and within our discretion, will make awards

for adopted suggestions. The decision of the

Company respecting awards shall be final. All

suggestions become the prop'erty of Eastman Kodak
__ C'

Company -when"s'iiblllitted li •

The suggestion system is popular among employees

as th~-~e:Ls- at:" 'i~;~"st/ a-;l'l~:>Inlhai:remun~r~t'ion for most suggest­

ions. Awards Tor '~uggestioiisra.hge'frorn.-a fe'wc-dollars-'u-p~

ward '1;:-0 s"~v'eral th6Js:ahd:- :ci'ol"lar's". 'A rec'kntsugg~ste~;~as
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awarded $50 000 for a suggestion relating to the packaging

of new cameras. Kodak sells cam~ras 1npox~d kits which

include, in add; tion to the camera , batt er-Le s , a 1:"9,11 of

photographic film and a flash unit. As batteries and

photographic film often deteriorate with time, and as there

is often a substantial period of time between the production

of the camera and the marketing of the camera kit, the

suggester suggested that fresh film and batteries not be

added to the packaged boxed kit until just prior to ship­

ment to dealers. As noted, this was worth $50,000 to the

sLl~g~S·t~:r"

I might add as a postscript, that to my knowledge

Eastman Kodak Company has not had,major difficulties with

either it,s ,employee:'s agreement .or-. its "sugge:,st:ion sys't em,

We did have two incidents that I am familiar with that

might be of interest where we did have minor difficulties

in executing patent assignments and U.S. patent applications.

In one inst~rl:ce,_,t~e".;n,yentp~_e,xec,~t:._eq the assignmerrt .ror-

the invention but refused to sign the U.S. patent application

papers as he questioned the patentability of the claimed

subject 'matter. The patent application was filed in the name

of Eastman Kodak Company ,as as s Lgne e }In:der ,t.l1e: pr?y;i,;:;ipns

of U.S. patent laws (35 U.S.C. 118) without the inventor's

signature. After several claims were allowed by the U.S.

Patent Office, the reluctant inventor agreed to be an

inventor. In the"secpI1d iI1s~anc_e,,~,he Lnvent or- died and the

widow, acting on behalf of the estate of the inventor,

cation papers. The widow of the inventor would give no

-430-



reason,for her refusal. After a lengthy discussion with

th~ ,~idow, I ultimately ferreted out her reason for not

signing. She was needlessly concerned over summer employ­

ment for her son, and she readily agreed to sign all the

have summer employment at Kodak.

In vi';wof the 'short:ri';ss of t ime "nbwedfor this

present~tion, I h~ve gener~lized and over-simplified the

present subject. A thorough tre~tment of this subject

should ~lso take into ~ccount specific relevant st~tutes

in each st~te of the United States.
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SUMMARY

As an effective means of utilizing patent rights, establishing Patent

Management Association ( Verein ohne Rechtsfahiqkeit ; Association

no to in terms of the Civil

..
most convenient one and main issues are as follows :

the patent owner as~igt;l;s:,hi!?rigl1t-?:l9:-P~~:Ass()(?iatiolf,

the Association opens,~;t~~d()qr,to;~':J"ery:bosl;Yi.who.<i,~~ites,,'to:()lJ;t,~in'an

license,

if anyone executes the license agreement for the patent right: concer-nlnq

releY<int;t~cI;m()~()~~_andbecomes a:~~~,~Jils~~ CI.p?,p~~'7in:~:tl1~:~PP:rovalof

the officers I meeting in the' Association, he-automaricalbyqets. ,the

membership of t~,e,:A:ss()<:::i?tiol1,'"

the licensee of the member of the Association has to paY1:Jo,th,~n:tra,nce

and annual. membership. fees,

some portion of the fee paid by its members would be applied to the

consideration for assignment of patent rights,

the other of the said fee would be applied to working expenses of the Assocr-:

ation,

technical improvements provided by its members are to be licensed

equally to the members with payment of consideration for their assign­

ment.

I had to give full consideration not to violate the Anti-trust Act,

especially to two points ; first is establishment of the Association, second

is fair treatment between licensor and licensee in the II grant-back"

clause of license agreement.

Clearing all these critical points including the said two ones, this method

is believed to he effectively useful particularly in the field of fierce

struggle for existence such as the plastics processing industry in Japan.
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Good morning. I am Kou Kunieda, serving as Cbair-rnariofthe-No , 2,'­

Comm.lttee.with Big, ~orri.,~. of.Dow Chemical.Co ,.

rc6nstilt'i:kf Biltand: obtained his' coricurrellce ontheaqerida for 'this

annualfneetinq iof"the: No.-'Z"C'brilrtlitte'e"'ELIld':rrt'y' iCle'ii Ur~s"", tor" th~:!

My frame of mind is like that of a football player carrying a ball for

The subject I am now qoinq to report on is based on my own exper-Ience

in actual business and represents an example under the legal system

char-acter-Istic of Japan.

~? ,Y0ll,know, ,:,t'h~:';~~~,~,i:~.e'iC:,f ,~~~'?~t. JiQ~ts
Anti-trust Act to secure free competition always adjoin each other so

that we.ar-e c~~:f~'~~t to b~':~~::c~nflict,with th~l'~~~'~~~tAct ,

,

To make this project relating to a patent m8..!l,a.g.S~);Q.:?n,ta,s)Soc:iatiQn'8;

successful one, I continuously paid close attention so as not to run

counter to the Anti-trust Act during the period of sever-al-months f:r:O,ID
.",. _ _ '".'w __''

the planning stage to attainment" of the final objective of the project.
, "'"'''''''''''' -. ,;, ;' ',', '''''''' 'c.", ,:,-<.",:, ,,',,"" ,..,

Even socbyno rpea,l)s"cli"<:l-,,I,,',eng.Cl:g~.in.any evaslon.of.the.Law .,,'I'4~:factis

that I"c,<?ns,ide~eda •. pl~n.t? ~chieve the m,~,imuI!1a:r:.d,~~fe<:t1v:~uttttza-,

ti01;t" pf ~r;t~l.lsf;riCll.proIJ~~~y :"~thiI1.1:~'1f~.F,~~,~s ~I'0!n,.~e,.:yi~YVP()~~~,,()J

the Antt-trust Act ,
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The Japanese plastics' processing: industry can be; said to: represent

a melting .potR_f ,~xc,~.!?sive_competit.ion ; .Consequently _,;d~spute~cptl;­

cerninq irqustria} property. are,e _:dap.>; qC,curr:~tlc"'7: in ,J~paI1 ~_', ,'Vha;t.

proIl1pt~d':ITI~_ J?;tJ:'X,__aIfd,intJ::?dut:::f' ;tl1i ? Il~~_-~JcE(,Ils __ipg pq.tt~:r~:W:Cl:~;-J!!Y

thinking that resolution of these usele?;E\?:~~Rut:~S:::al1;?:_wor~iIlg_I1,?rd

together in the areas of technical development and sales promotion
; -;:<':_:->~ _'::; ;';:-J..' ,'",: j,e ->,';, :.:.,:; ,;;: :

while aiming at existence and development of the relevant plastic

processors represented r-eal ;fr'~~ comp~tit'i~n.

The majority of the companies in the plastics processing industry

comp~:ise;~irl~~':~~terpiise~~t{b~~~u~'~;~f:'~~~~ii~'ati~ns'i~:t'hepa~t
,

of' t1l.~::~h-ug9i~'f~i'~xistence, ev~~'I{~du~~ial property owners

make th'~~ appearance' i~ tlri~' i'~dustry, the pro~~~sors are unabte

to' .f~ce up t6" ili'~:t~~iurl~ct.l' '~ub~'~ce of 'indu~trial property frankly

and det~~m'i'ne their 'bu~iness act.i~~~~ ,:H~nce,"it is nb~~'Cl1 for th.e

processors to make subjective judgments' on matters inclusive of

specttrc 'emotional "issues~

2. A Propos'aT

Under the real state of affairs just mentioned, I was consulted on a

method to effectdvel.yutt'ltze patent rights" held bytherr owner-sc-

As a resultof ~he~ki'ng on-fu'eprocessors concerned, I found that

some of"th~m~er~ major e~te~prises (6ur comp~titor-s) and' which

have their names listed in the plastics processing industry.

Therefore, all the processors cannot be treated equally as minor

enterprisers. To be more precise, it is not possible to handle them

.v..ithin a legal system that aims at fostering and developing minor

enterprises.

Accor-dinqly , in consequence of examlntnq an..eeffffective means of
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utilizing i)~t~Il{rig'h'tspriIl1a.r'iiy, Ias~e~tainedwhether the owners

of:I"lghtshkct any i'ni~~t;fc;~":'bf'~s~ig~'ingth~ir rights to any third

p~ty in6:~;d~r'to is~late as mJdi~s poaalbfe per-sonal connections,
, : :' :,';::i!,,';

and hostile relations at that, among the processors

intentions of these owners of rights. 'Therefore, '1 unavoidably made

it furidameI1~a1;:!q',:h9-'!~:th~,.b",ne:r':Qf.the'rights' gr:a.rita:Hd~n:se. In
"my: second: and-subsequent: experi~rt6e:s', I 'aucceeded' inbbtmiJ.i.rig:~th~

owner "sconsent-,

AsfOI"!rri~6~ idea, t 'h~a'Jafited:~'~s:t'c6'r~pii~ation~ to be cast 'aside in
ailh&'ses:~d tOha:V'e\lie owners aSSightheirrigh~~:-to'thirdparties in

order toseek:~ffed:iveutilization or' th~m.

Alth()ugh I tr~ec~, to cop.vi:I1c,~:~~:se, [)'W11e!~th~t,thisrq~ttlO(:l,w()uldalso

benefit them after- all ,I,\,.;-a5, unsucceasfujInmy first .expec-tence c

to the owner-s. of the r-Iqhrs, 'And '1, also recommended that they;as'sign

their; .r-tqhts-to thta aaaoctatdon: ':(a body 'of persons}'and:ehtrust to' it

the subsequent' maintenance and licensing' of 'these r-Iqhts, They immedi­

ately agreed to my recommendation a

3. Basic Concept of Patent Management Association

Definition of Patent Management Association

Pa~~ntIVlanagern,ETnt,l\s?ociatio!1~~an~~ association which has as its

obj~ctiv~s ,. by. havinq ..~y. owner- o~ ,industri,al; l?rop~rty:asetqn r-Iqhts

;tllE:~reto orgral1t li~eJ1sE:!!s to .,it ,the,qr-ant of Hcenses or sublfcenseato

third parties for r-elevant. technology c~yeredby the: scope: of claims of

the said rights and possession of authority to receive considerations

therefor together with the maintenance of said rights and, elimination
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Civil Law concerning this kind,?I assoctatlon ,

sti'plllclted in.th~"JaPe1.?-eseand organizational structure. Nothing

~uEj~~~o.;JB.e~e.E~~,~~.3.f.3...pE.0~~.~r:l':f2s~'L~E.r~-1.e~t~t~v~~.r.:...a.E=­

!9i.ni§;!F~t.2.r...J,:Se~tiop:,4,~.of the CdvllProceedlnqa.Act- recognizes' this 'type

of association as having lithe capacity to be a party to-atsuttfaplainttff

or a defendant) II (the c~pacity of beirg, i:\.Par~!:), w~g~ ~r~,.terrn,s"of:~e

tax laws, Le , Sec:t,ion 3 C)fth~ .National Tax<;el1~c;~~o,I1.A:c;~,:;?,~9ti~J;l2,

No.8 of the Corporation Tax La\v,= Se~yo~,:~2. Of~~~?H~:il"I~~,s :f\.~~,CU1d

Section 2, Paragraph 1, No.8 of the Income Tax Law deem this associ­

ation }~s :a'icor,par&ti6ittmd<stipu.lat'E{ it"agtHabi~"f2{taX:anbti:~ Further;
Section-to or the Cdtnplffirit:s:a:g'~:ifis,e~A(hnitli~t;ati~e x'0ik Ihqhir'i~s(J\."~t

?:u~hor~.zE!;$ "an .aasoclation-to.appealdn J ts. name, while, Sectiorr-S' .ofthe '

Patent Law al.so author-lzes-an asseciatton to.make -as-equeatfo'r examd-.

nation of :an:,applicatiol1""fil~'an 'opposition: to: the .qrant.of.a patenr ;

cil?man(:L~.tri?-~aI1.q. a 'T.,E!:tr:ial;. ~g,CliI1s:t::q: final- and .conccuaive.tr-iat-dectc

ston , all in its name.

of any infringement of such rights . Although. this assoc.iation Is

granted the status of a corporation as anassociation havlnq no capaci­

ty'to enjoy rights, the Lack ,of it~: i~~orporation~()e~ not ~l~Ilder in ,a,I1Y

way its existence and activity as an associat~o~havinq byla~p tl?

establish a representative body, the highest decision-mak,in£jo:pgan

There is no way but to make an interpretation with the provisions of the

above-m entioned's'pecial1aw~,.,as::lead.~

-In this connectton , either.-i.J.·:ri6nPri:>'!dtb()i-'p:~r~t~jur:idib,'~l-b~i'~i~'o'i':~

juridica.l'persbn' est'abltstled f6r#rbii1:' i~"~;E!Cog'riiied;byih~"C:i~rL~~/'

as' .an.aasoctattori ~. 'sQ"fuat>any:diganf±c=i'ti6k'Whi~h'd6~~; not fail'u;r-id~i­
either 'oneand has an inte;'medlateobjective:,';m"ay'tiot be Incor-por-ated

unless -It' gbes:by'the': special lEH~'s. "Thf's'issimply 'pr-oofthat \he
J apeneseIawsIeq bellirid those :of other countr'Ieswitjir-espect to



Ther-eIaa Hneof .thinkinq that if an: as's,C?ciation -ie.not-constttutcd as

an association having no capacity to enjoy rights, then it is consti­

tuted as an association in terms of the Civil Law. .In the latter case,

however, the individuality of each constituent member is reflected

and the consent of each is for into or

withdrawal from an association.

doors to

same and by

method of trade"

coerced ..

PatentManaqement Association has

seen to it that "~fair:rE?'st:I'<:l.iJ:l(,()f·trade;,r,:'and

which are prohibited by the.Anti....trustAct , are

Specifical~y,lthe"'P~dEmt Management A;ssoci:§:#dti

license grants of relevant technology

approving membership in .this Associ

of a license aqr-eementwtthtt ,

This was not adopted: because.Ltfaijs .to.conjorrn to the present aim of

unrestricted entry Into orwjthdr-awal Irom.the organization and having

it continue to exist even if the members

ation and I will .continue with my explanation accor-dino

the

to this figure.

Ii;1 this instance,

rn~J:1t'·;f_rig,~g_~.:~.

/: -- ",:,- ';'",',"
The patent a~signmentagreementto·be'exetuted..,Bet,:~een\!hesetwo

par-tjeswfrl-be -applied to this relationship.
,

I \~ill explain based on an acthal ex~m:pl~.of as ign-

The language of the agreement on assignment of rights is that of the

normal form.

A point that poses,\~pr:o,b~,~VI,:~lerejn-,practicalwork is to specify the

scope of industrial property that satisfies conditions required and

sufficient for practising the relevant technology which is at issue at

pr-eaent , To this end, it was necessary for me to spend considerable

-439;-



Fig~')l "~ TheBasicCbnceptofThe Paterit-M'a.na¢!etnEnit:Assbc'iati6n

PATENT "OWNER

V
MEMBERS of ASSOCIATION

ASSIGNMENT
of RIGHTS

,

/

PAYMENT
of

I'EN~A;NCEFEE

'ANNUAL MEMBER.
FEE

MEMBER
of

ASSOCIATION

PAYMENT
of CONSIDERATION

MEMBER
of

ASSOCIATION

)

-440-



time' iii :discussiori's;"\~HKexecutives: In" the plastics', processing'industry

having 'interests, notto mentionIndustrIal proper-tyowners; 'In such a

case,' it fsr-equtred' a's'the 'next'step' when the object'of the-aasiqnment

has been spectrted; to t~orpug~lyexaffi;iIl~wheth~r..or not ther-e ts .arry

Industr-ial .propertyv.. :rn,i~i i~:,1:le,C?,3,u~€!e:v~ni~, the; Patent. l'1,anag~men:t,

AssociatfonIs .Inauqur-ated upon .rnutual aqreement of the interested
"', '" ,".', '" """ ' "",''',''''''''' ,," "" ,,', ",' ,,', "" "

pa:r:t~~s end ,it dsmadeto possess .r-Iqhts .should thet-Iqhta be subject-

ed to subsequentattackaeuch. <is, PPpoR>i,VPI1"lJY ,th4::<i.par-des , demand

for a trial for invalidity, etc. and be nullified, the interests would get

compflcated Instead.

maddition',''whatwas most difficult in practical '.' work .wes the," deter-mj.­

nationoftheconstderatton for 'assignrrtent 'of r-Iqhts', ;,1-i: is" a' matter of

cour-sethetInter'ests-of the 'owner of r iqhts 'r-un- counter' 'to thoseof the

party destr-inq to b~ qt-anted a HcensevvTher-e- is 'also aclose r-elatton­

ship to the substance: arict;-r.rln;nber;:,ofcases:6fthe:: Industr-Ial-pr-oper-ty

that. is, the object of, the ,assigmnent,as. mentionedpnevjousfyv .. It, would

be well to establish the amount of the consideration which '\"ill not be

an unreasonable burden for the licensee, giving consideration to the

size of the market covered by the relevant technology. Although this is

an-abstract expressfon , ··it ts diffiCultto···cbrTle'upwith:anything·beUer.

WIth respect to th.~';~~nsiderati~h:payable by the Patent .Manaqernerrt

Association to the owner of the rights, I adopted a method whereby a

por-tion of the'entrancefeeto the Association' and ennuaf-rnember-ahfp

fee 'payable to'the Patent Manaqernent Aasoctattonby. its 'member-s. who

-are -Iicenseeswould be appl.ied to the constdet-etfon;

Anyone intending to man~iacture'productsusing the relevant te~ll.rlolo:

gy and sell them, may become an Association member by executing a

license agreement with the Association and becoming a licensee.

In this instance, he would be required to pay a prescribed entrance
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,f~e'..: Part of this. entr-ance, fee wO\lldbe,appliedt0\'{prl\:i119e.?<pens:es

of the Patent. .Manaqernent Associattonwtth s0IT!eother- .por-tion ..epptted

to.theconstderetton. for, ,assignITle,nt,or .rdqhts as stat~deaTlier•

Al.e;o ,"the A~s'6dation members are :'r;ecll.llred to pay 'an "annualmerriber­

Ship:: fee 'to the: 'Patent 'Managerrierif A'ssoctatron', Part'of 'thi.s ';member­

shtp fee is to bEFappHed totheupk'eepa-hCi \'rorking expenaes or the

Asscc.latlon while the' }'emainder"will .be-appljedto runntnq'royalttes

th'at: 'area c6rtsfde£atfbn::fbr indt.istr:icil.:'pr6·p:erty:~'',- I :wiil':t01i~h upon' the

method ofdeterminingi:hEh:iiinUa:fmembership' fee: later'..

Relationship between the Patent Management Association and its
members (licensees)

.As; alneeoymentioned, .therelattons.between .tnese two parties" are

such .that :the?at~I1hMa.nCi9~.file:n~:A,ss()ci.atio:rr:qrants. ,tOj:1IlyoIle: ~1l9

;:<iesjr:.~.s>~() obtain. aHcenseforfhe Industr-Ial pr-oper-ty thathas been

aaslqnedto.the A.,s.soctattonby ,th~,'()~'f;!1er.ot, the .r-Iqhts thereto', and the

lic.eJ:l?~,<'igI'~~m~~tIs. appfied rothis.a-clattonshtp..

The'expressron-of-thfsHoense agreement' pr-ovfsfon is'gen'erally ofa

rior'rriaf for rri,

I will give ,some explanation of ~ertain spectel points ..

One.tstheprovtsfon on..the ccnstdec-ation ~ A:S,.:mentioneci prevtously ,

the consideration has been decided up~n in the form of entrance and

annual membership fees for the Patent Manaqernent Association.

The entr-ance.~c=~..for- .thc.Assoctattcn"is notmadean.equaf amount , but

a, differ;en,tialhas,been:cpeate,d accordtnq.to the .bustness meqnttudeor

its members, for example , .capitaltzattoncnumber .of.employees .and

annual sales proceeds . Especially, it is requisite to treat .sruall-, acaje

enterprises by taking into account their solvency in order to seek. the

continued existence of the Association.
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TIiE4"trle'th{)ct ()fpay'ci~~rit()f tll~1mn'ua(rnk~ber~hip f~e'fs ~et .~p'as

foflcv.....13':

Firstly" prior to the; .s~,art of each financial ye~ ",e<lch member-company

of the Patent Management Aasoctatton r~poJ:'ts"t9 it thepr-oduct.lon

anypt-c}(iutt:fbr' Wliidf th~;f~i~'Jallt;{~bhri~ibgy ~~i: th~i 'i~~~ri~'6ry

in'th~-pr~c~diri'~i y'i§af ~ -: ,: '"Th'~:A'i5~s6:ciati~n ,,(actual.' w()~'k is''h~cil~d'bY the

sedr~t~icit) :do~s'nOt'pikd~"'ah'y'-li;riit'ati{)'ns'6'h'these repor't~;dIigures.

Eac,~,,-f\s~o~~~~_i()?,membel',p~y:s"to, the, Aasooj.ationhfs an.!?-u<4,,:ITlern!?er­

ship fee which c"()~f~sr()~c:l.s,~,ohis r~p{Jr~e,d,figllr~s__~; ~rl',fxchange ,~()r:

payment of the annual m~I1l?~rs~~pf~~",~he,As,s,?c;~at,i~l1,:~erp)?er,i::;

given receipts which he pastes to each of his product. Also, by pre-

serttfug 'ariy :ilihise'cl' f.ege~p:tiicr:th~:'A~s'o~fMion kt\h~'~~cl oilh~'

financial year irt-':;q~~~ti6h;;:"the*~s:6~iatibn:hi~'~:beri~'abl"e t~9:ei a

r-efund: ofthe amount corresponding to the'paidportioniof:his'-a:nnual,';

cdh-?er~'ely,": in:'t~~J;bi;ci' s}16rt~g~'bf'tli~ tpk~ep ~d: ~6;kind expenses

of'tIik pkient:Mcih~ge:fu~At:iA~~~ci~ti:oi1,--itha~b~'~ri ar'radg~'as a m~tter

of cour-se tb:c:6h~c~cMkk'a'df'dihk&y' rri~In-b~~~hip f~~ froiri; {h:e me~bers

to be'appliedt6 th:e:shortkige'':~'ind~the.A~~ociation;vJhidl'has tharge of

the'rnanag erti'enf'dfiridU~tria{:propE'iI'ty"fbi ;th~c~rh~'6nben~fit of"its'

rnethb~fs;':'hasn6:gtli~r:;ITi~<iri;s':bf'der:ivihg' any income ..

Furtl~er, rnakinq a th()~ougl?-stU;?yof,~e"clistincyvet1e~? of-th~r:~l~yant

ind'::,strY, if th,e"ty-p,~:s oJprodtlc,t~_,should, ;b,e: ,multi~a.rip:u::s,for, cxample ,

it,would be necessary .to ~~t<3.b~i~J:1.the -amount of the annuakmember-,

ship fee corresponding t?,sllch p:r()ducts in order to .oper-atethe Patent

Management Association, ill a .maIl11~:r fitting .. in wtthtbe :realities.:

As regards conaider-ation, an 'alteration of its amount follo\'v-ing'chahges'

in circumstances was stipulated as a special point .. The r-easonfor-tbts
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is that since the effective term of the jndustr-Iafpr-oper-ty Involved is

15 years from now, it couldbe anticipated that.should there beCl,IlY

change in economic and other circumstances, the continuation of

payment of the consideration with its' amount arid method unchanged

would not fit' i'riwith the actuCl.1' c6riditioris'~

What could be anticlpated ts that eaar-esuftcf an unusuatjncrease

in the quantity of products manufacturedand.aol.d us.inq .the .relevant

technology" theAs:S,o(;i~tionmember-s ,(gc~n.se~s)would ask ~O:ra

reduction of the annual membership fee corresponding to the running

.royaltypcrtton ';;'hen the ':~rnotint 'bf ther-unninqr-oyal.ty paid'by "tile

members in the for-m of the annual membership fee through the

Assocl'a:tlon has 1ar913ly'exceeded' the' forecast ..

A provision whtch Is a dfsttnctfve onenext tothat onconsider-ation

has to do ,..rith the handling of technical Irnprovements ,

As stated ear-Iter ,' I succeeded in convincing the owners of rights and

by obtaining the consent -of those concerned in the plasticsproceastnq

industry, ,I had these owners pr-ovide to, the Patent Managem_entA:sso~i­

atton all industrial property .satisfyingc:o,ndition::;,,:reqtJisite,aIld sur­

rtctent to, pra~~i(;E?,the:r~l,e~~~t,te,(;;Iu1ql()gy_~. ,~~ thattfme ,I, made

arr~gement~:S9 th~~jn ,r~tUl'n for theownersof rights providing

their, Industrlalproperty , tl1eA~~ociation ITIE:n~,9:~rs bring Hcensees

of these rights \VotJ}.c:l,; iri ,ca~e: ~he Intr-oductfon pi. Clnyn~\'l:produc,t oIl
the market competing with a conventional licensed product could be

anticipated, .. assign for a consideration' to the Patent Management

ASSOCIation upbn: th~,: resolutio'il olit:3'offic~~S:':meeting, new 'tech~

noloqy developed by them going ·b~y~Ild·thecorlfiIl~s of· improvements

in te::tms' ofth~Pate'ntLaw, riot t~ 'mention technical improvements

made r elatmq to 'the·relevarlt tedlhbi6gy afte,t'inauguration ~fthe

.Assoctatton , -withtheae to be licensed equally to the Association
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In this' case;-the Patent Manaqement-Assocfationwrl.l-: malce.paymerita:

of consfdet-ationfor' eastqnments.to.thoseAssociation members who

have-pr-ovided technical:improvetrierits-and en-such occas.ion c etten­

tton.wift ,be' paidto r-eirnburserrierrt of.expenaeaIncur-r-ed in the-develop-.

ment of these

,- Ccnstder-attori.waa qiven.tc- ensur-e: that-both -the: licensor: arid.Idcensee

would.not r eceiyeo' substantiallyunfair-ctr-eatment to pr'event-the grant-:

backpr-ovfstonof the license 'agreernent: fr-om 'violating -tho'>'Anti-trust

Act'

'Also, 'to prevent any:patent pool ,~a.I'ticul'~i;:any 'p~~l<age li~ense 'b:3.sed

on a closed patent poofir(;m'beiIlgcr~~t~ci,'the Industriai' properiYtd'~be
'_"c/',',_.-',:',,', ,::C,"" "'::,"

assigned to the Patent Management Association has been limited to that

which is requisite and sufficient to practice relevant technology and the

Association will~tri~tiy aVbid-iicehsi:~'g'unnecessary' r:ig'hts'~61ie'~iively

with the: industrial pr-oper-ty,

,;:','",',':':, -,:',::,:" _":":,,: ,'"',, ".:' '-,"i,',--,:: .. :':",',: :,',,'::,:,-'-,,' ':":,:,,:,,"..',',::,"":':,:,,',''': ,,':,'
Iawsutts in the plastics processing industry in which patent disputes had

beenr-epeated in thepast-andas .Ionq 'asrthe.presentsftuatton continues

wher-e completely free competition exists in sales and techntcal-develop-.

ment with unrestricted grants of licenses to .anyone- deairInq saITl~' I:

think there is nothing that runs counter to the Anti-trust Act.

Xext is the provisionconcerning:the ~q_:0ispu~~ ?pli9a.tic~n~

~,inc~,.~t .i~, ,la~ft4 m, ,J~p~ .. to. impose a' .I}.0-;:(ji~I211~~"obldqatlon.. toV~,e

eff~c~ .that,~_~; f.is~p~pr:~,i~Lf.l<?~_enqaqe ~~,~<;;_~y, or_,i~lep.:r:-~c:!~Y_: Inany

disPtt~~:With,th~,Hcensee concer-ninq irL4u;;tFiCl1_,P1'9P~~tyfo~:r:'Y{pic.ha

Hcensehas b~~J);g;r:~te,~,~;:tl1i ;s" ,has.,p~~flsJ.?eHi,~!~cI..~HJI:elip~nRe;agree-

ment ,

This.' is a'sdtuatton thatdtffer-s .from 'that iIi': the United:States ,
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Lastly" there .ie .the .provfston.on .the.effecttve per-Iod.,.: FiI'st,,~his

period.,hasbeenestablished as one year with an -autornattc. yearly

extensfon thereafter, as .Ionq. as', both, the licensor, and, licensee -have .no

objectfon to. it ~ The .maximumterm .fixed- Is-unttl-the expir-ation .ofthe

effective period of the rights involved ,

Seeing: .that the, plasti,es pr-ocessfnq. industry, hasbeen .involvedIn-affr-ays

al.Lthe ttme, fr-ankl.r .speakinqc I .couldnot quite bejfeve.thoae concerned

iJt the" Industr-y. trusttnq.one.anctherto .enter .Into :anaqr-eementto .ror.m a

patent management association even with patent rights as its nucteus ;

If this , ..'ere the ease, I judged it proper to make the term of the license

.aqr-eem ':fl~.bn~:~~~,'_~o·~~Il#n~~,l~y'~·h~.c.k'~Il':~~~:fi·d,U?ial relatf()rt ofthe

par-tics ,iny~lxed,..,

Orqanization of the Patent Management Association

Earlier, I characterized this Patent lVlanagement:AssoeiaHon;a:s an

~w=;qc~at~?~ (~e??'t,pf"persons) ,:wi~();tlt the:'~,t<i,t~§ of,~ corp?r<:l.~~qIl,', that

is" ~,<3,l~si9c~ation w:it~(:n~t,the ,c;al?"acit)',,~~E::I:ljoy.anx.r.i9:ht.

1.will 'now discuss .the-char-acter-Iatics. ofthfs .Assoctauon as'such-based

on.Ita. 'bylaws ~:,

( Refer to Fig. 2 )

(1) Regulations of the Association The main conditions as an' associa-

tion aresp~difi~dbY.i''b)Ti'a.~..

(2) 'S't'rubt&e:"~:"A~"sh6Wh:in:Fig:2, th~:A.~~06ik-ti6rii.~;s"trubtJi.<bd:~:~

. "a'n' 6~~ibii~"atih:n.. N~ri1~iy''~irh~~\=i: 'g~ri~r'~ "h{~eHh'g'Whith 'i§"th~
" ,

highe~:t'd~'ci~ion:~~akirt~i i or-gah';:6.ffi8~t s:'~bIripr:isirig.·· ci':chi~f

C:l.it~dtb~, ':d~'pUty:cAi~f'dlr~6tbr;"inanagiligdi~Jc:t6i~'; firihncial

director and directors as a representative organ and an offi2eis I

meetinq.which :is a .delfberattve. organ m ade. up cr.otrtcer-s ,: anda

meeting to handle clerical wor-k ,
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Fig-.'··2' . Organizationiofthe:Patent:- Management Association"

General
,"Meetdnq-
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Resolutions of the qenenal.meetlnq.,

Special resohiti6r.l : when dissolvinq the Association 9Y a

resolution of the general , it is required ptat more than

two-thirds of its: total be present with more than three-

fourths of their votes cast.

(3 )r:'lethodcif ~,t:~'p~_~~~ntation:.Thec:::llief;c.lir'.ectorr~:prese!1tsthe

Association and the deputy chief director ac:.ts in his place in

case unavoidable c.ircumstances prevent the former from doing

so;.
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elections of officer-s

regulations

1) Approvals

Convocation.procedures .r The Association-members are given

an advante:\.iritten;notice containing an agenda, date, time and

place of the meettnq , ,

Chairman of the"generaI meeting : The chief director presides

over this meeting;'''the'deputychi'ef db-ector- acts in his place

when unavoidable ctrcumstances prevent ;the_form~r from

presiding.

l\1'ethod of r-esotutron-eA'majcrtty of the Association members

need to be in atferiiliiiic.e"'with"resoliifi6ris'befng passed by a

major-Ity of their votmg rights.

Pr-ovided that in Case of e.tte , the chairman! will decide the

tasue,

(4) Operation of the general meeting;

Convener: The-chief director convenes-an.or-tlinar-y gene-tal

meeting within two months following the close of each flnancfal

year ; he also convenes an extracr'dinar-y general meeting when

necessary upon resolution of the officers t meeting ..



3) Appro\rals"6f bri:~:i.ri'es's'prdgrams:'and"bud~.letsi-

4) Approvals of business .r'epor-ts and: settlements-of accounts

5) Determtnaticn otand .chanqea.dn thenmountofthe-mernbet>­

ship fee.andIts collection method and refundment of

6). Determination of whether to take ovel:' unproved Inventlons ,

new products and new designs made and developed by

Association members

7) Approvals of forfeiture of a member's qualifications

(5) Administration of property

1) Membership fee : Payment of the prescribed entrance and

annualmember-ship fees

2) '''biking experis'es":Applica:ti'on ofapar-t '6:f' the 'member­

ship "fee, to working expenses

3) Main working expense items

EXPenses' 'required totakeover industrial 'properly

Expense's r-equrredtc mafutainindustriaJ.:pr()perty'

Printing and delivery expenses for annual.membar-shtp
fee receipts .

Expenses required for operation of secretariat

4)' Refuhdrrient'of'surplus 'rrierhB~rship;'fees'
5) Collection of extraordinary member-shtpfee

(6) Other coridrtionsr'equfr-ed' 'c:lS; anassoctatton'

1) Objec;:tiye,::, ,I:o,OWl1 .and p:r;otectjI:ldm:;:q-ial:"p~ope:rtyfor

relevant. techncloqy and strive ~arcP0p~ar~zationof this

technoloqy and contribute to the deve~op~~~t,of, the plastics·

processing industry.

·'2:)' Name';:, p~ierit;JYU.l1lag~m,entA::l:idciatioh

n. Office : Tokyo

4) Property: .As stated in (5) above
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5) Methodofappotnttnq .and r-emovinq dir-ector-a

Dtrectors wiltbe ejected thr-ouqh.the -r-ecommendat.lons of

ih~' As'soctation me:rn.be'rs·or'bymutllal':;Jote"whh thEdr

"election r-equn-Inqthe approval ottheqener-el. 'meeting. A

director's term of otticewttf beoneyearandbe may be

r-eappofnted ,

6) Acquisition and loss of ,a member I 5 qualtfications

Acquisition of membership qualifications : membership can be

acquired if the following two requirement~;';esati:~fi~d'';

(1) Execute a license aqr-eement _fo~.i~411s4'+al"prqpertycon­

c~,rl}i~g r~:LeVan_~ t:y~hL1:?Jo;g~ an(1:.9:~S()rr),e i3."licef1,se~

(2) Obtain the approval()Fthe1offiC~r'S'_':meetirig

Fo.r~Y:,~,~!1!~!of, membershfp. qualtttcettons ':_'!D,~.rn.q~:t;~.hip qualifica­

ttons :¥,~.fqrJ~i~~,~f:a,rn,~W.b,~! f~ls:under- 3!l:Y.one.of the following

r~qp+r;.e,~ent~.,

(1) Has cancelled the license c::greement

(2) Has disc(:?:I~~:i,n~~.I?E??lWi:pg.¥WX :prO,(:h.I;C:~. lf~g~~~99 relevant

technoloqy

(3) Has failed to;::l2~y.th,E7c:p:re-,spr~pefl;.A~9gc:iat.~PIl:~r=~.

(4) Hasobstructed 'ac fiVities of-the-Assocfation '.'i

'(5) H~s'vi~lJte~i".fu~':'~YlaWSa~(:id~t.~h~cl';~:gulationsof the

Association

(6) Has default.ed rnhfsobltqetton, under-the Itcense aqr-eement

From the foregoing, it is considered that t.hepa.tehf':Ma:nag~riIent

meets the actual conditions: of a.11 orqantzatton and that

even if its constituent members should change, it will be acknow­

ledged as a social unit continuing to exist as an organization.
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·.

6. COnclusion

planned on and have pr-ooeededwlth cOl1s,tittt-ti~~_thisPatentMa,~ag.eI11~nt

Ass~ciationas an association~:!hefirst rei:lsc)fi for this I citeCl ,is ?",3,S;

mentioned prev:iously, competitiqIl}::i Intense in theyl~sFcsprocesstnq.

concerned_~ooperClt~with,one;.aTlotll~r and concl~c::tj?int

business as a method of 'resolvjnq problems amonq those Involved who

ests. ~ere shaq?lJ:,~ividedis imryt'"ope~ becaus~_,of the str?ng illflue~se

of the constituent members t persona~ factors and the pecessityof al1~l1e

association members aqreelnqto acquisition ~cl,.forfe,itu,re()fm~.Tl1?er­

ship quajjftcatfons ,

In addition, there was the fol1?~ir:9r~a,sonbas~<:l ,on con,.sidera~~on, q~,,!~e

Anti-trust Act. Namely, it is expedient to grant licenses to those deslr-Inq
. . . '. .,.,.', ".,." " ,., .> :. .. , ...... :. . __, ',. --,--,,',' ..... ;", " "'. ·•....c·,·' .. ',·': :", -- '/

same and to have an unr-estr-Icted form Ofrn~m?er::;,~i?,at..th~:~ame-!~,,:p;~

member no one will be, "Ialsely suspected" from the st.andpotnt of

the Anti-trust Act , For this r~as~n,' ,i!:,,~~n'e-ce-fs~X,tcr elirpipCite the,

personal factors of the constituent members to the utmost and form

the 'drg'ardzati:onT'-~'s~:"tm;as~;'dc{kiti6ii~'('"

Nevertheless, there are some inconveniences because the status of a

"cdrp6i-'~ti{)h :Ts! nbf:granted"'td liiI~ g~~6:Ei~ti6ri JridJf 'th~rdhf'i'eri{;6;k:~riiik­

tdon. ,1a\\1-"0£.'Japan ,

One of them has to do with the matter of property annoUll,C,eI?,eJ:"ltpf?Se-T,

dures.

Although actually. havinqa structure. as an orqantaatton and asse~~ ().f..i,~~
.... . ..... " .• , ..... , ",. "," ".'''''-'''''''''.. :.'...:.C·.'.· .' :'> ' .'

own, this association,which does not have a statusoracor-por..at~?:I)-.:i~

unable to go through due formalities in its very .name in property. (in-

elusive of real property and industrial property) registration and entry

announcement procedures in the absence of any legal provisions therefor

and is compelled to follow the procedures in an individual's name.
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There is a theor-y that points out the inadequacy of and Iaq In admtrust-.

rative pr-ocedur-es and precedents. Considering that the -Civil Proceedings
. ., .

Act rec6gnizesin'S~tion46 'that 'an unincorporated organization having

.a provision for a representative or _an edmtnistr-etcr has the capacity to

be 'a party and that In deposition procedures among administrative

procedures ~ formalities in the name .of only the association are not

r-ecoqni.zed, but applications in the name of its r-epr-esentative with the

title of his aseoctettori :indicated are .authorized as the second best measure

that in actual bank transactions involving deposits, accounts are opened

in the individual name of the association I s representative with his title

shown as scch , etc a, a review on the part of the authorities is expected

in order to r-ealtze, a public announcement system that accurately reflects

the realities ..

When I was asked to work out a plan for this project relating to the Patent

Management Association, it was said it would not necessarily be linked

directly ~it.!:l. the interests of Mitsui , however, I determined to exert my

efforts because the project would be an entirely new experience -for me.

and a national-economy-sort of thinking came into play th;~.t the Associ­

ation would'contribute to the pr'osperity of minor enterprtses ,

The point. to which I gave most consider~ti~Ilw,a,$::~doUbtedlymeasures

to cope with the Anti-trust Act.

Therefore ,. ,jucJging that the notification procedureasttpulated in the Anti-,

trust Act should be followed for the Patent Management A~~qciati9n"

explained the .aituatfon to the people concerned and had them perform

these. formalities.

It is my sincere hope that those concerned in the plastics processing in

indus'try will make ~ffe.cti,;.~us~'of'limited supplies ~i: resources without

restraint of free competition in such areas as selling prices, sales volume

and sales methods", eliminate excessive competition to which they have
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been indifferent; that Is ; competftionunder an obsession of a desperate,

deep-seated grudge, and be able to fully exercise the rights to industrial

property within the framework of free competition ..

Inconcludinq my. r~p-~rt"~' ISfu~~Ferythiliili: riiY:- audierib~ fof 'the lengthy
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#n ~~rican.Comment,

be.

B).. ,ll",lJfcC+,.;J.in. is.representative of" ,~:taJ:1d,i3..~_d

Now r , let me congratulate, you .KunLeda-es an oIl,.YP~~'very
.• ;0", '',;"" ,".-'j"",,,,--., .., ',",'"",.", ,',:'''',':'',''",:: ,,',',i,' '",,,,,,'.- ," '"

of the U~ So, anti~trust",Acts?lI,_:, :I: ... t0-il1k,.the~~n9~,~r" 4-,Sj,d.lJia.Ye;',

PfP?,~e,~,. .and, ;?~:;~,tJ?r~.~~,..:,.9.P :-.Y-?-~'~i::yery' ,?,p};.orJ.ul, p.reaent.e.t.Lon,

You" ha.vea_ske9, ...t-he .q~e,9~i_9H:~·}\r~;,YP\l ,~:+e",i:o l:lri,~g:tl1Y·

scheme into .ef f ect; i:t:I".-t!le", U.lJ}.te"c~.,. St~.te,s; witho,u.t",.:yioli3..-tion

cre~:tiy~",,§iPf>:t:",()i3.;fh".:~9 ;i;,~}-~~,~tX~Syl~.;,!l1~:rlfe:t+ng and :l;,ife n s,i }l9

ArthurG. Gilkes

~he;t~, ZC?u y.~ryrq~qh B.:i..11. -'p~rh~ps,~, fi~rs,t ,I shoul.d

~." :t,hiPf :.,fl!.Y:;,fo;~_le~gy.~s.,:t:rpW;", t.he :'p,l1,.:i..t~Cl; .. S:t;:.~,t!=~11f~~l:~;.

kind of an arrangement, particularly, the Sherman 4,<;:1;:;".

c'l.ey'ton Act ..and FTc: Act.•

a~~~il1g .-t:.l1at -f;:q~ lTlClti:.el:"pff.~~§: an4,al,locCltion.q~ fees and

And as:t:<:,.r.,a§, ~J;1E::! P?Cl$:Ci9:i,.Il9,,?:spectE>.,Ci:r:e son~ern~¢i~

H::>w~ver", Ehe "po9J.il1g aspect.s ,'. 9:1:., th~s ',C3..r:r;,i3.ngr=Itlept,
""',',,'."-- .. ,,. "',''', """,,'- ','",- '.'" "..- ,,,,,,,"', ,"., ","

s.:i..l1ce.).t"is:a!1.,op~n.IJ99,l,)JY, o/bic;:;p:,:I:, J,1l~aJ;l,,_.i:hR-:t it," s· pp~n .t;o

any responsible applicant for membership or fora ,l.ice4se:,
--,' ", ."" .",,', " 'i' ," ',:,' ,.._' ':' '; ".' ",- ,:,', ' ";" "': :--:;'; rsv. ',:~;:-;" ''', " c, '''..0 ',,~: ': :':L: ,", .c. ,,'.:' '__:,,~: ,::,", .- ,'C,;' :

?~ing it }.1nd!?r ,~h~,,:CiPI;'~oYRJ ~~p)tY" 9.+ th~:J~~J?r~I1l~ Fourt

casewhf.ch q oes:decision in the .. Gasoline Crackingpaten;t:.

. ·19208 and ear~y 30s .ll . .
" . ".-'" ',,,,,.,,, ':":' "","", ..;,; ',',-'"'",,

back t,o the

1) Standard Oil Co. 'IT. United States, 283 u.s.. 163 (193'~)'
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2) 441 U. S. 1 (1979)

cation, period of time and any grantbacks would be very

sensitive items and wouLd .have to::b:e-'hClndi~d'~ith~are with

..
This arose out of the Las t; War. and'; on

There have been some precedents in the united'states at

least in anaLoqouatsLtruati'l.ona , Some ·bf' you mayremeInber

probably'a'Pl?ropr~ateesca.'pepr"ovisions for member-s and

license:es.

the, Red. 41, Recornmendation41, arrangement that prevailed

in-th~:'petioleum :refining Lnduscry, I arn:sure~ili Hooper-

the bas.is'·of '.nationc3.i'eih~rgencY', 4 IClrge ciil:,'g6mpanlesalld

two 'engineering contractors were permitted 'to pool their

patei1ts':aricr:kriow"';ho~in;the field'of fluid cat.a.Lyt.i.c cracking

<iiiC! thus w~re"-enabied t(fiideri§e:th~ Lnduscxy, 'rher-e we.re

For that reason', I think. one wou.Ld have to-look very c:ar'efully

at· 'the purpose of thearrangement~ The s cope 6f its appli-

reason, so that there's ho peI sa violation. And, of course,

the zenith case3) wbuld have tbbe b6ri~ultkd in terms of,

will, in any everrt,

Ho~ever, I think the -Justice Department or the FTC

might look 'at such-an arrangement from the standpoirit-6f is

there any elimination'ofcOmpetiti6nor'poteritial competition

and this would inciudec:ompeti 'ti.on irix:.esearch'an.'d innovation.

making'sUre that'there was nothing discriminatory, of course~

or coercive withln'the packaging'provisions.

that sort of th~ thing~'are" dl'e'ali.',:>ih:~A:'SCAP case,2) a recent

Supreme Court case, I think could bring it under the rule of



.-

nOTI7:exc1us.Lve-.qrantbackaoarnonq-.thee:usual, I,i'eena.i.nq prdvisi6hs

Lnc Lud i nq.rr-oyaLties . at ;'-·reasona.ble'and -non-edi.sc.r.i.rni'natory

rates, and licenses were open to any responsible third party.

This .:arrangement::prevailed:until 1948·;: -',:1 believe" ,',wh~n the

'AI so ;-,I, ::believe··that:<t.he,.automobilenianufacturers: -:and

the aircraft manufacturers .d.n the' Uriited States;had'S:ome~

what ,:similar . arrangements . There came .d.rrto being, :'in.an

analogous;",:.situC'!-tion where',-there was 'a great, deal ,·0:£ -:Iitiga',o::-:

tion and there .was racpz-obLemcof determining-freedom to

operate: becaus evof conf'lictingp:atent_.cl'aimsi'- However I both

those arrangements as far as I know have Lp.ass edvLnt.o.cl.drnho ,

My own association with aome t.hLnqul Lke.ctih Le- .rel-anes to

the polypropylene patent situation that Karl Jorda alluded·

the time, Monte~ison and the parties to the interference who

were potential patent holders tried to work with Montedison's

licensees and those in the polypropylene industry who

resisted the Montedison position and tried to work"out some

kind of an arrangement that would pool the patents I make_them

available to all comers on fair, reasonable and non-discrimi-"

natory terms. This was checked out informally with the

Justice Department and a green. light was more or·less given.

However, it broke down because ~f the problem of

trying to determine a fair consideratiQn that would satisfy
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Again, 'let me' cong-ratulate .xuni.eda-esen.ion.e "cxeat.Lve

Montedisprr.and,:the holders and, al.so,:,'it':broke down: on' the

basis .o f theallocation:of the consideration between the

- 458-

,Thank you-very 'much ~

if it:weie proposed for Europe.

interests; -ofiauppLker-s , use.rs andshoLdez-s "of "Lndus t.rLe.L
tL

property ;:r.ights:-,i'u t.he ch.Lqh.Ly compej.Lve .:,pla'sti:cs",fi,eld ~

Whether .fihecconcepti vcoud.d work'in,the··United ';States:,:,:it

approach to the problem of';'recoI").ciling:thedivergent

wou.Id-Hn -any, .everrt. -require--case ';by':cas'e s't'udy:'of ','.potent'ial

conflic-t with-·,:theanti,~:,trust~:laws'Jarid vpar-errt.het.Lca.Lky, I .am

-surc .tiha'tv.dtr wou'Ld ,have' tOb_e:noti'fLed t.o rche ;:-EEC ccomm.i.s s i.on

.hoLdaza,
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1. Introduction,

At.:.;Eh~:ii:I:PANfrlth International Congress held in Nagoya in
.Oct.obe rv 197-8,.:T made a presentation on the sUbject of

Products Liability Act in Japan and discussed its basic

line of thinking comparing it with changes in the u.S. law.

My Allier ican fr lend.s '9avejneny "l1's'eful: comment.s and opinions

on my presentation and fu~ther reported on the U.S.

situatiO~\ AS;,YO~~_Ciyi:'eiU;e~b,er imm~di:ar~_~t following my
presentation, -M~'. 'Bill Norris: gave' an in'tere"sting report on

the subject of "Technology Licensor Responsibility for

Product Liability", while at the Tenth International

Congr ess in Ph LladeLphLarLaat; year Ed Valance, cover ing the

sUbject of "Implied Warranties Attached to Intellectual

property Licensing Liability of Franchisors and Trademark

Licensors", gave a timely report especially ()i1:t:11~

'r:elati<?I1ship betw,een .trademar.k'.'licenses·"and pr.oduc.c

liability.

Last February, I was invited' 'tb:: att~:~d'the ti.S./E'C":c,bmbined

aemd.nar, on pr oduc t, liability: held.,at'the Fr,anklin pierce

~.,a\\1.__ Sjr,~:er: ,i ~_..~~\\1:, ,HaInf'~11if e: ,f.s~:,: +~,.7tu:~er, was i nv.i,ted
on Dr'. p~uline- N~~man'~- ~eco·mmenda~ion. Regarding that I

alone fidm \:rapan:fust:a:'t't.e'rld'i'r19 :t'h'is: :~e·Iitihar::'wtth':'the

experts in produGkliability,'gatlJering togethecwould 'be an

honor, I joyously made preparations to attend it.
unf~-~t~~nate:l-y',ho~~~e~~"'i:",:~'()~:id' Il~-t.; ~ft~~d;':because 0 f

business reasons. I would like tp_off~r Iny~~ep~?t

apOi():g:ie;'s:f:orb~i.ng;,~.Il~bl~'tQ::rJ~spond to ne ; Newman-I,'s

kindness ~:nd_ m~et, ,the::.~>tP~.ctFti"f:)-rs:o f Dr. Rines" of the

Frankliri pier c.,e, ;::LeU'?,: Cen t:er;~J;l.¢l~.he a,t,her,,: persona-concer ned

and for i.nconven Lenci nq .tl'~e.m.•,
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"In:-such >C'.lrcu'riis't:a.rt'Ces r ::Y,i,chri's.:ide'tet(:'fh'af"i:' ri:s:'Ci "~if-hoe'

respons i.b:flify:,oE r"epdr'1:-in't:{:o:n :t"h'e:s:ffu'citfeih 'cri :fWe

Pr::!?,g1,I.C,t,9,,; r.,i:~qt,~$t.Y: Api;-,:,in, J::~pan,:s:ubs,e.queXlt' t.o ,my

pr: ~,:3__e:n::tCi·,tion ,~.t::",N.?90Y,aJ_ ,-!=>o:tha t"I:; Will,,' .make. anotiher, .r.epor t

.11E;!r: e ,:o n .t.h_~ :,sa,Ir!$?,~:.ul:;>teq,t.;,aY:9iding, -aa .bes t 'I,:can::,any
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2. Tremps ::CJ~: the :,.J,ap~r,es_~ Product s ".Li,a;b,~l~ty,Act (judt.cial

preceden t.a) ,q.;ul:'"i.ng1:.l1e Lae e. .one p,r; t\\10,~,ea,rs

In o aae '::a menufactur.er has- made 'a\ d:efect'ive product and

plac'ed;:it on t'he market ,fbi: 'sale:-'-hiinseTf 'or thr'ohgh-a

d istr Lbu t.or ;' 'the trend ~ha:s' ;be'coIrle::'fhdieasiii'gly':di-s'tinct to

str ietly presume pr cduc t-: 1 ia:blTity,' t.o' be" assumed 'by,the

manufacturer and distributor and indemnify losses of the

aggrieved party.

As a result of taking the drug qUinoform, persons who

contracted SMON (SMON standing for ~ubacute ~elo 2Ptico

Neuropathy), instituted a SMON lawsuit against the

government which permitted the manufacture of quinoform and

the pharmaceutical companies that made and sold it as the

defendants. Ever since this case was first submitted in

1971 to the Tokyo District Court, suits have been lodged at

various places with action pending at twenty six district

courts as of October, 1979 and it has become an

unprecedented gigantic lawsuit in Japanese court annals

involving a total of 5,493 plaintiffs and claims

aggregating ¥21S,630,980,OOO (Hanrei (Judicial Precedent)

Times No.399) •

Among these suits, with the decision in March, 1978 at the

Kanazawa District court as the start, decisions have been

given successively at a total of nine district courts

located in Tokyo, Fukuoka, Hiroshima, Sapporo, Kyoto,

Shizuoka and Osaka. All of these decisions declared the

defeat of the pharmaceutical manufacturers and

distributors. Also, the government - one of the defendants

- was charged with supervisory responsibility for failure

to provide proper administrative guidance to prevent damage

from quinoform.
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2.1 Background of sMoil disease

,S~9'N;d~sl?Cl~E¥ is"s~bi;lC::ut~,m7f~l(),<:>Pti?on~uFopi;it.t1Y c aused by

taking high dosages of quino form, a medicine for intestinal

.di~~~ders,- :'a:~cl::,::i't,,~s, ;ch~r:'~~~~r +sti~ of damage from
auinoform w~ich occ~rred'freauenti;m~inlv 'in ~ao~n~
~ .;',' - :;. _", _,' ...... -- ~~.j.. -------~,"7j. ...._n -. 'a:,~-.-.

external app.Ld ca t Lcn s.

used in -the U.S.A. as

·,'·S,tar,ting .Ln ;:the,-early'19~,Os,,;,,:i twas

a medicine for internal use in

treating ameb:lc"dysente'rY. .Howeve r ,even when using it for

,:ameb 16 ':dysen tery,-ti?e "amount-"aha ;period.::o f ';ddsag'~'~: -amonq

b't:hers ,:::wer:e' 'great;ly: 'res'fr:rci'te'd b§:;:the':FDA" ,5"

r-ecommenda tfdtf~" r :'rn:Ja piGf;"h' owe'ver:,;;q\.iindfdrri{'~,;i"~s:'\it:11 ized

t6;:'tr e~:t 'acl1Cte:~,bbTi ti'ffi' Chl1dr'eh't:s ;:dysEHiteiY-~;ErtC;~':\.11 thou t

going through any special exper imelits arid f"n'dic:s.,tif Br1's for

use .of ;t-9,t=: medi,qine:,and t.he, alDqp~,:I::::;:,P::~::, d,qsag~;}N~.r}~:': gr:'aqu,a,'lly

,~,xpa;~~ed. As~e,n:t:~;?ged;:i~,}n~: ,:Na~,:'?~{~_ P,~;:~,s~:Tl"t,c;,t~:~n':' ,_~:he
~1_~',f~~e:~c;e ;:~"~;' 'th~'~t'~Jt~de~': o:{ ,th~' ;,~e>.~P~~~~,~,~,u~~?r i ties 0 f

'japa'n 'arid' the'l!,.s., r:~p~~sf7~ts a";~;r;eat,c'~~,t:r:~~t. ,',

-.: :",:,W:i t,h,:r::espec t,:t-P':,,qt(iricr!=~J:',m,":,; J.)1~ ';f:act:::tha;t::ft,.has -be en'

r eqar ded as a safe medicine with little llar,ITlt"u.-l- ,s;id,e

~;f;f~~:1:'~ baaed o:~,;,,15m:?,:r,~,:~~s:,;,?,f::,,;:~_~;r,i~!lc:~:,ip:c:~inJcCll usage
'and' not' a new ~~diCine~iqu~res- ex~~~na~i~n.

r:t:- was:;';11(),1=::_ "thi3:t ;only,r;~.R(:U:,~:~" ,}:'ler,e,::,,?,c_c,umu..lCl,:t_~d y'~,r;ifying the

ef f,~c:a9Y:.end E~;Clf,~ty.>\?;J:'; 5Il:l:i n;():l:o:t;m: iJ:l:::i..t·s ;eJ{p~:l:::i.eI1,ce,:,;,in

c.-1i~n-ical: ~'S:,~9~:, a;tt;er,i,t :!3:t,~r;t,e,~,;,:t:op,e ~lsed: .as. an:i:internal

TI1~d,~cin~:, Ijll,t::t-9,~:re, ~~:r,~,:,r~pgr:ts;,f:r;()~:, a:"r:~':L,at>tv,E;!1Y:::;~,?-r1y

s~ag~,,:p:.f ,J:.pe' :!3ide ,~ff,,~q,ts J.lpqrl';,~ human beipg:",qf:'cha:logenated

8:,: hy?-rqgllirl'91,~t:l~§", LncLud Lnq; qud nof'orm, and" .fr orn about 1965

:tnf9!=:ID,atJop[PP ,:s,er Lou s, :$l,d"~ ':~"ff,e,c t s. c oncer.n in,g, neuropa th i c

':lSYITlP:t9n:s Ra~~:":,;,oq.t:; ~!:l:,: !311cqE::!:~§ i9I1) (obse r yat,iqn:,.- PI:' e§ented by

the,' 3,4t,h Ci vi1"'A~fair:? ,D,iv,is-io,l),.,:..:~,O,~y() D,i,strJc.t',: Cour.t; on

Mar"h~,22, ,197,7),,'
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What caused the damage froIn,qtl~n8f,9.rHl,to,_b~,c()_m~:;Il19Ff:

serious was that in consequence of improper communication

arid release of informaficlllon its'side "effects that 'had

-accumula tedgr ad~~1~y:,'::d6'?:t()r,S:9~ved;6S'~ge~"- o~ qu i nofo r m

for affections such as a slight case of diarrh~a and

-further, gave dosages oi'quinoform for .'treatment of-' SMON

symp t oris vceuaed 'by',dosages"of'-quinoform (o'bservat.Lon

preSented by Tokyo Distr ibtcourt).

2.2 Outline'of'decisions made by nine district courts

Sinqe",i,t,.istqO; extensive :andcoInplic:~ted,to,:ci,tethe

decisions. .o f ~11 .t.he di.ptrict"courts,,:il1vC!lv~d,I_,haye

oU,tliQ,ed,her,e, ,tl1.e maj.or. i;telIll:);~ I ,.howevet;", W;OlJ).q :.like to

,mentionbefor.ehand ,ther~ a,r~ some yaJ:'Jai::i,<msin,i::he

:r.es:pE!9t;y,e; deoL s i.ons..

2.2.1 Sequence 'of c·ause"ahd effect (Cause of SMON disease)

.:'rhe'; ;~t ~:Olo'~Jc:~,;~',:,cau;,~'e, of, SMew.:Cli~:eas~:i s:q~,~. ~~-f o'~nl~nd
o·thercaUS~S<inclu.~j.ng vir~s., h(i~e not :be~p. ~~,mitt,~~: through
all the sUbstantiati~ns. 'The frequent o-ccurrence of SMON

in ourccoun.tr y hasbeericaused'by' 1engthYahdhigh dosages

of quLnofiorm,

N'e'1.;t1y:"~ii of thed:lstrict courts 'have cited t'he results of

the studies of etiolOgi~a1 cause obtained by the SMON

Res:e'arc h·>Stu:dY:Council"inallgurated' 'illS epteinber:~-1969 and

the 'Specified Disease 'SMONResearch Study Group established

by the Ministry of Health' 'and Welfare iriApr iI, 19n; and

made,'-' aifLndLnq-' that:; a'legal'-caus'al'sequence exists 'between

qu i.nof.ormtand" SMON,' 'd isease~ However, 'in'theCase' of' the

-Kanazawa,oistt Let;'. cour t:albrie:,', its decis i on wa's'; t.ha t

"'qu'inoformcOuldnot';be"adm'f,tted"'2{s:' theonl:y:,: p:r:i'fua:'r'y" cause

·of'SMON.since· 15% of the SMON'patientsdid riot take. any

qudno f.orm., 'aridalthough':iiirus'·icould; he an: e'tiol'ogiCal cause

of SMON, the toxicity of quinoformaccumulated':' together

with other factors and caused the SMON symptons.
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2.2.2 LiabfI:f't,y b":E fhepharIIla.Celrt'ica'l 'companies

1) Exis'tence of no..'f'au'1t"'liability

SeC~ion '709,,'():,~'the:clv'i\Law ':,;r,'hi:,~I1~~>,~he tort law of
Ja'pan, incorporate's the principle of liability arising

if no-fault liability is

business, it is

unreasonable' to' apply no~faultliability to the case of

ph'armaceutib'ciis"'a:hdhence'; it is'difficlli'f to accept

'n6;:";fai:ilt liabili.ty as an interpretation of the law in

force.

2), Obliga~:ion t o e xerc Ls e care

a. Grouhd foi obligat10n to" exercise care

'~h~~111~?euticai~<ar~"~;ry,,c~~~e~t~,o~~~9tedwith a

'~,ll~~:~ ~,ein~: s ii,~~:'~:~'~,;,h~a+'7,h }~:~d: :~hi'l~ efficacious

ag~,~n~t'~~:~ea~~s: 'on.~he ,0l"1~: hang~:t~,e~inthemselves
.inv'olve 'the danger' of ~roducinq harmful effects on

the distr'i'bution:,pr'ocess'in::large',quarfti ties and ar e

consumed ,e,xtens ~v~ly'"by "t,he Reopl~, .Cl,t .Lacqe, 1 ack ing

,an~(,expe~:tknowll:dge:,of: .med Lca.l, science. and pharmacy,

the~e, pe()plea~e.unabLeito verify -,the a.a f e t y of

pharmaceut.LceLs , wit;h. their,ownhClI1dE>::~I1Cl:have no means

of .pr avant.Lnq any Lnj.ury, Accordi.~gly',: in the

pbarmaceu t Ica.L. cprnpan i~,,~:' manufac,t\J:r.e,,;,,:,impor ta t ion

a,nd :sCile,s, ofth~i:r, .pr oduot.s , a, he,avy;o,hligation is

1?1,a.9~doll;,.t~~m _~(): e,n~.uEe::".-the,>:s,af,~:,~¥:,o,~

p.ha,rm(i,c::eu:t,ical~1:hat,:i.!3" _b~sedon, ::t:l1e; hLqhea t; level of
knowLedqe on each occasIon,

b. Specific details of obligation to exercise care ­

obligations to foresee the consequence and to evade

the consequence
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o o.lJl~,g,ationto, f0I::..e:.s,e,e,.tl1eC:,onsequence

In commencing the manufac.t.ur e vandvs a Le.s of

ph~rmaceu;t~,~als.~ their influence and kinds and

extent of side effects on human )}:fe 9-pd,body

should be r ecoqn i aed and f0J:'.E;15~,en, .l:>Y exhaustive

Lnve st.Lqa t Lon at..l iter(3.~llre, a~im,.aJ,exper Lment.a ,

~ese,a.~c:? and s~':1dy conce r nLnq c Li.nioaL

d emona t r e e i ona t e t.c ; ~ha}:" have" a,t.t~~l)e,d", t.he

maximum levels ofkI19wle:?ge:ap?; ~e9~r.9~9gy

J?E;!r~~il},~n~,,~~ ~leYC3.nt,sc:~~n9e:,suC[1: ¥ls" llleqicine,
pharmacy, 'among others. Subsequent t9,~~?rting

sales, the pharmaceutical company should collect

information on any':exist'ence 6t s'lde,':effects':"and

their details. .and wpeI),J:her.e are gpppt,§ about, the

existence of side effects, it must endeavor to

a~.d_llr'~~~,~:~,;:r~,c_~g~i.z~:~~d foresee tihe kinds
and exte~nt ::~f ~id~,':_e~f~c't's O{~h~.',~harI11aCeutical

in"'ques.tlo'n ,~:k.';:f:;.':lr~:h:er.§,~.15,~arc:p., studies and
excha~g~ of informatio~.

}?l:.?:lJ9,at.:-tQl1.itO: .e vedevt.he -cons.equence

'T:n:d:as'e'if}le-" 6'-Cdur-:'iierlce"\-'d'i: :,i±n:fu'rY'~d\i~ 'to the side

etfeC't's": o'f:~a" iine'dibirie':':l1a:ve?"}j'een;:re'Eog'i1'ized and

f'or\§'s'ee'ri/ ~'£lie ('p;ha'rlTI'aC'e'ut'f6'af ic'omp'arl§ "rtt\:lst take

I11e'asu't'e;'s·..,'t'equfs'i'te) a:hCi :,sti'f'f'lttkn't:·,t'c) preven t such

iri'j"ur:y:'fi:6rri;'QCClii::r<i'ng', ;;ib'r ',:exa:mp'le', t should warn

'i doc't'dts:';or'::g'eher:Eil: "u':ie'Fs 'o'f""th~{'s'td~ effects,

)i~gtiI'at.'e': the' :;:rn'd'fhat:io-n's' 'f'Ol? 'the"-'use of the

me~:fic'ifle'" arid. 'its";' 'i;{u:a!rltft~1";e'~~mi\1e;'~tj1'~: 'auspens ion

(,if'; m:ahhlacture' '~na s':kl:~s'oi':'s;arti~':gi:"{t.k;' recovery

so as to avoid:"'an~Y:<CnJur'y'::"'fr'o;mbhbiiri>::i'hg.
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3), Ppssibilit,y,of foreseeing

'rhe""-'r'esp:edtive r eports of Gi:"'awi'tz i a'tidBafrows,'made in

1935 were case reports ",to tne'effec:ttnat 'qu fnofo r m had

oaus ed :aL neur-a.LiLmpeddment;' Lnth uman he'ing:g:and

contr a Lne d. .Lnformat; Lon'.rt.hatstrbng l'y: suspected the

irreversible neural impediment as a side effect of

quIna'form F'ur'ther', p-~:tt'in:g to~e~he'r and stud;fng other

~nf,6_~m~t,i0r.'_:" i:{~~~~-'-~()kSib7~:-to eI1~:~~tain :_:~::~ea:~~p~ble
doubt that by early 1960 at the 'latest, manifestation of

a serious and i~~ev~r~~R~e ne~rai ~im~~?im~nt ~~s caused
by-:'~q~inol6r~:~':

4) .Br e ach.. of the .obli.gati.on t.o. exercise .o ar e
, . ',_ "d, •.. ,'. _.":_',:,_,: _"':",.' .c..••.: ; ..'" ',._ .... ",'...• ,., ', .• _ ".

In c as.e.it he ' pharmaceuticaF-:'corrrpahy-':cortcerned ':'had'

.. ent.ertained a,coteasotiable "douot<'abollt',: thEiF'ma:nlfestation

,,<> f ,:the ;;a:fbres:'aia -<s' ide -ef fe'cf 'j-' ft' :;s'-hdul'd"have '-'dompated

d Laease s ;::,':cjthe't:\tha-n<:'amebic'::ayseri t:ery: "'fd'r 'which qu:iriofor m

is ':good "wt:ttf t,he s'ide €i'ffe'ct '-o-f the'-'-nedir-a'l'lmpedlrnent

';a t';;Ieas't (oh::the' -hast s' ,":that" <qt.fihof6rrn- ..:'i,Sirl-fa tl,i'r::a.'lTY:

lacking in' usefulness and safety" ..;'fs'sued:a 'war'nfrig' 'tha t

n_E!,u.t,:~l,: -:J-~~~~i:IIlyI?-:t}~,:~~~":}?,,~,, _,~%~r tt~,s,_1:,~,d, :::a.-,s _,.a _~~_~cl.~,,:eff ~c_~~

and taken 'action so 'that qU,~~?,~:9:rm ':'N9:E~,p_:_,_n9_~:,,,p~;(~sed for

treatment of diseases other than amebic dyse~tery.

'l'h,~:,;,J?;hfiF~,~5?_e.-~tr:i,c::~.~j:EPm'p~QY:"h,C?Y?J~vep;,. c <?I1.,t i nued •,to,)Il:ake

quinoforro, and it is evid,ep.~;,-:t:hat"i:t ~:~the,r, -f,a:i:led;.';to

collect:,in~,~r~at,~~:Il:_ o?::~he,s ide, e:~:~,:,c:t~,,:a,f-ld_~roJ?~r,:l~

c;:~_~l:,uat~',:~,,~~e..:::an:d' ;:h~~:~~,:~ t~d -'~:?"" _,~Ui:f}i iF~' :?b~' ig~t~'i,o~ to
;:f_(+:~s:.ee; ,:t~,~, ,_~on~-~qu:~~~:e Pf: a.-it;,h~,~gh, ;f o,r_e::~,~~_in~ '~h~
~,a:ri}~,~stati'on,',~_f;~,~- ne,:ur,~\ i~,p~,~:i~~:!lt,_ a,~:·,.~' sid~ ~ffe.9t,
':i,1:, ,f,~i""le,~:",_~~, ~t:_~ke:'::a:~_:~~o'n;·,}:~: .. __~'-'~st:'ri~~: th~, use of '

~-'quihof-orm <to a' u'se'f~l' limit 'an-Ci ~~~gl~C'~~d to fulfil its

obligation to evade the consequence.
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In any event, the pharmaceuei-ce't- company c ommi t; ted

negljgenc:eifl f.ai;lJng to- f.uLfdL. its oblJg~tion: ,to

exercise care in:ensllr ing .::t:h.e>safe,tyof:.thteme¢licine in

ques t Lon andha:sthe t.or.t liab,i,li,tyto,-: indemnify the

plaintiff for:injury r~sulting.;from SMON ..

are

Although both cases are formed separately and

Lndependent.Ly, th~"s~()P:e ·o~; ind~:~nf~,~.~a~i?~.;of

common to both sO,~,hat",~n, t~e~r..-, ,r etat'i~n_~h~'p
pikint:lff, :the go;~e'rnme'tlt' and pharrnaceu~ical company

1 iable f,?r.'i?i.~;t_ and s~veFal: 1 Labi.Li. ty, un~e,r .separate

causes of' actIon.

2.2.3 Liability of defendant government

The Minis-t~_r,of~ea~t:~ a,n:c1, we~far:e_: wa~ abl,e:to foresee the

neura~ irnpedime~~ ca~sed,~r~~inOfor~:andrheretor~

cOllunittedneg,ligence in ,fai~;~,n~~o fulfil hifc>,?~~9ation to

fore~ee the ~~~5equen~e in ap~~ovi~g the manufacture of

quinoforrn. Injuries from SMON would not,~av~,occurred if

the said Minister had foreseen the dangerous side effects
of qu i nofor m and- appr ove'd" i't's': manufac t.ur e upon' having' the

app~ic:aI1!-,.:~i!ll~,t:,its:,e:t:::E~,Cc:lc:y :tp"amebic',dysentery or had

t.akenvproper ,,:S: tepl3:1:,o "enaur eithevnonuae o f .vqui.nofor-m for

tre?tmen tOf:dis:e:ase:s o t he r ;:thal1,~me:q~cdyse:ntE!ry at the

t;irne oJ:h~se:xamin~t.ion,'of;:appr;oval,for",itsmanufacture or

a ft.e r . hisapproyal., The fact that. the Minister of Health

a,npWelfar,e",failed ,t;o, take; :act;i.Qn ,:to:ensur'e the safety of

quinoform,.shou,ld,qe assessed as, :a ,violation of,the:State

TClI:tLiabili tyAct.

2. 2~4' Liabil'ityr'ela'tio'ns b'et\·ie'en defendarttgovernment and

pharmaceut.Lcaj, :Company:

The defendant government is liable to the plaintiff for

'stafetortand the defendarif pharmaCeut'ical"company for

LndemnLf i.cetion -o f d amaqes ,



':':('h ~~'e' 5 urnrnari'~~~f.~·b6~;~:, ,.d-ri'J.~;,::~:~:~'i'r e q~:fsj.:t::e'~-~V{~~:'.: wh fIe I'

believe you now und:~r'stan'~ that"proa'uct iLibi'ii~ty

'dbdci'errilhgl 'pharm'acelitfCal's iis'r"eled:ed':l6; ·the' gdvei'time'ht
wh'Lc h g'i:an"1:"s'/:app'rov'ii'lfor·:' ·theIr manufiao t.ur e , "an-ot,het

impor:tan't 'f.'a:c:tor'is :the: ":r'e:l~tt'ibn of 'p-har:maceut!-lc.::d,s to a

Any 6i'i'k~:b=~h t'~~~H.i;:- iitiii'glrie "'t:h~t:? it- o'nly':: th~·:'.i'i'~b:iii~t'l;ks of

t'he' gov'er-nment:- and,pharmClc~uticaL-"company',are s t.ud Le d-vand

t he- ,latter r e:lations:,::a're':disr:egarded,''-' i,b iwill< not' bera
complete clar ifLcat.Lonoo.f. tl:le;;.ac:tual::oc-qndi t-ion.

L>w.o,u:1d::; -l:i-ke~;;.toadd;, t.hat:."a:'~Relie:f".Fund';Ac,t:::, for ;>Iri dur Le s

from Side: .5Effects :.::qf .iPba,rniaceu~ticals~!';:,wa's<'promulg"ctte'd ('fn

,'Octqber;,'c!1979 for":::the r.eltefc:df:,d hj lil' iesc:f.r om" s-iae:'~effects

of phar.maceut'icals' ,~:a:s' s'ee'n' >'in' <the":SMON :·'arfd--..'t:haTid6mj}de'

cases. ~ui:ther,ii;;a;'!law:(was:.:'promulgated) on::1tne cis'ame ::date for

partLa L ,,;.?-me;nCIIA~l); ':t:o ,:t~.~ ~p~:;~gr:;~! c;p~~e~i,9,s c}~ry,~ :';,Me-d.i<:,al

~.n9Jr.llmeJ) tEi .,Ac 1:. o -:Pl;,~Y;~~lt ,}~n,j ';l~ie:~:"f~:9m :;.~. ~_<l,~ e-fJe-,9.ts, ,J,r om

°9c u.t;P ~.I).~ ~\
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3. ,Th~ tendency toward :tightenin,9._ of,J)r09,~_c,t liabili,~ywill be
::'-pr:'o'~ote"~:f~b:P:t. not :b~' relaxed hereafter

A$). .ment.Loned in; .the pr;eV,io.tl.,s ;:,!3;e_9:ti:<>.~,.:_ some.io f. th,e,dis:t:r iet

courts. have gJV139-.': t.l1~,~J (j,E:H:=;isi9.!1S .on,)::.l1'~'i$M9N:; sui t-;wh-ich is

t):le,l.:E!:.a,<l;ingc.-ase oonoer.ndnq. pr.oduc:t:l,iabil:ity iu.Ja,pflu and

hear ings of immediate appeal are cur r ent.Ly 90in9' on in the

l1.i,gh, 9,?,u~t:.s,~ some have b ee n s.~.!=t:_l.e(t ()q~,.oJ 9Q:~.n::,~,·

As:-pr,ev-iously r eport.ed at, Nagoya',::j,there ;. is the:: dLs.t.r-Lc t;

court I s- dec i s Loruon.cn xanemL" edible o i L as' a case. of

product Ldab I Ldt.y.vconcer n Lnq f ood., ,

';'A,: high'degree::;of:>obligationS to.: f,oresee t.he. consequence and
J:,o,.;.:€!.,V;~Cl€!;t:he,'.~cQI)sequence-has been .Impoaed :?on~the

manuf act.urer vandvd Ls t.r Lbut.or with respect t ortheaecpr oduc t s

such "as, pheemaceut.LcaLs {and -foods which ,:have >::a:'vi-ta'l

bear i nq on, the -life::apd health,::of. a .h umarr-be Lnq ,

Al thOl'lgh:'tlrere a'ie~;:cHrte differ' ericea bet.~~eh":fhbds 'arid

~-pharmac~utfbal's'<a's "fa'r as :\'he 'ahil'r'a'C'ter: Of"'th~de'::pr6cit.i;~ts

is concerned, as regards any product that is niade by'a

company under a mass production system and put out on the

market, the fact that the manufacturer and distributor have

placed a~efective product on the market in itself is cause

for strong presumption to be made of their negligence and

imposition of prOduct liability based on tort. Here is

indicated a line of thinking to protect the consumers'

reliance on safety of a product.

Now, shifting the ground and placing the legal

interpretation of this product liability in tort, it is

possible to forecast the future trend of such

interpretation.
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Pr oduce; liability/'is 'c'ohs:trued' 'as a"'t:di·:f; a'n'd 'the"'law':i's':'

- appL'Led 'Eroil( th'e{·::sl'andpo'irtt:::o'f:: the:C:i:vI1 'Law ',a:,:s',r manbd oned

in myNagoya,repbr:t:~ And as r: nave sta.:ted:,:,pr'evTousl'1/'j<':

a'L though' 'the prInc Ip.Le. oLe ',1iabili-ty,;:arisi-ng~:, fr'om: heg'J.-igence

has:' been' madert.he.vr uLe- by Lrnpos i nqr.a nvobLdqa tLon- oncthe:

caz e; it, .may .b....said.·.that. this.,has,.been .amended. to .impose a

str;,iG-~:',:obl~gation"wp.ich i s ,vir-t~a11y c Los ei.t.ovno-ef auLt;

-1 iabil ity:; to<pr ocect. trhe: customers ~

~~de~ ,_~:~_~ ;~'b'r;~:'l,~~('S!¥~t~~-;.~,'-~';'J;~al1~h:~~~'::~.~k;,~' the
}prin~i-pI~ of'IL~biiity arising 'frOm'neg':Ligel1c'e a rule', the

;:' f ;~,,~ t; -'::,~- ,ii~~':::t~~1:'::,~-i:m~~ :,':a -~:::-:~~~f:()~6hi A~:::,::~ ~~:f aui~, ':n,~ 1.~bt~'i_ty ':by

a,~e:~d:ng_:'~~~.~ -~u'~e, ~.a:~,::;:~e; 't:_r;~:'a~ C?~~~,'i~.9_:~r~ff:~,c:,:a~cidents
~fte-r~t~~~'-~:at ~:.,: Th;~_-iuto~~,~il:~l~,~6id~~t':co.:I11P~n~~ti~~:"
~e:cur,~.,t:.~_ :~~,t e~:~~t:ed,~n-::~9:~:~,~r'O~;id,;es:,:~o,r: ,-:~.:mo~or, :,~ehi"6r:e
;:op~:ra~:d~,i.-_,s-·"Fi,:~,i',iitY,~O,;?,iv~: a~~: 't~ ,~"r,::a;f~:~C',,~~c~,i:de:~~.
victimsan:d:'makes 'itobll.~gatory for"'a- person 'opera'tirig
au tomob ile"W.hj~:Ch:,:he~dme.s:::: ~:::. '::n dan~:e'~"~u:~>i:~~biefC't":,. '::~:::ep~Ad :i'A:g
how it is used, io 'be' natur-airy liabie 'f6r"darnage's" aris:

s arne • Tfd.SA\~'t:':r~:?a$l'c ·,... c.".;.;.,.;;:•....:.e;':c

for,.:the operaco.r to be.fexempt.ed- fr:orri 'liab-Llity 'and :'deals

:w.:ith.d:t close -to: no'-f,:ault:l,tabil-ity.

Tr ials on ':'m::~dic:'a:;l ';~cdi:den;:{;:r Jlso:'c'~;ii 't.h~':' :'i''s~u:~>;'iri'{6'

quesl'io-i{ Of:td't t" 1:a:~i'ik'bliil:Y';'gi:'btihd~;d 'hh" 'the' ;'p:r:rn61pi~ of

1 iabili ty ar is ingfr:ortf 'iik'gl'ig~rl:ck';: Th~d::~~,{-~:C6h\:)f-the
Supreme:Cou:rt':,adopted::the: -t.hLnk Lrrq .t.hat; lisa: long -as a'

.doc t.or. i sengagedin g'1vi'Tlgt'r.'ea tm'eint": :c'()ricer'hed' ,w:i'th-: is.
human' .be Lnqta- he a'Lt h and'lif'e ,'-'.:het ::i:s,,-requi-red, rtio' ',:£\11f'11 his

obl:i:ga·tion.yt'oiexercise', :the'"u,tJIio's't ,'care 'f:bt: -preven t-Lon'<o.f

.any dange'r:and when hev hasv-aot.ed cbnt'r:aryto-:h-is'obl1'gation

to exercise -achiqh degree'.::o'f-' 'care",';he" has .. nacur a'l'Ly

..
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commdtt.ed ,J:'le9J~g~n9,e",~ 'rhe: ,SuprerneC9u~,t:.aqcepteda,.

",st.a~istical;"p,~quengeoJca,~s.e--a nd ,e,ff,~ct" c;p,ncer:ning,; the

caus,~J;s!=qllence 9t:..: ,i3. doot.or I:S:> act,..s and pis pii,t,iep..1:I s

Lmpeddmen t.evand adopted the" thinking, that a definite causal

sequenoeiexLst,s when.rany. cause other than the:' sUbj ect'

t r ea tmerrttLs Lnconoe LvabLeta nditi her e -Ls a' "hIgh'degree of

probabili t:y~1 concern Lnqvche relation 'of :::cau.se",t.o:; e f Eaot; ,

Alsoi',in:making ,c:a ::f-inding·,'o f ','negligence: of·,' t he. company

concerned in an envd r onmen t a Li.poLhu t Lon.: sUi:t'i ::-tbe:, supr-eme

court de"lt",~~hth~~ by j\"PO~iIl<J an 01?:Ligation()() t.h..

comr>aI~-'y to.,~x,~~<:i~,~"a,.h~,gh g.~~,r,e,~ of .care :as,~ s.pe.c:;al~.st

in this field arid ~,n9,~C~~~I1g.. ,t:tlat it. ,"f91,119}It~kf7,.~.f~~q~~g

of J:'leglig~~~e in case the ~~~P~?X ~S~~9:T~n~~~~y tp the

obLi.qet.Lon , ~f>"~',a,.~.. epu!t:,, ~J;1l7"99rnP{lI"lY,,,~i3.S c~;J;+eg 1;0 e ccount;

f.orstr ict~iabili,ty~"b~ta,()tia,lly,eq"a,,l ,.tp no-cfauLt;

liab~~~,t( ~ :F?_,r;~~~r, wAtil :r;"e~!~:~:t._~,o _/::;~~~~+.;s.,eCJu~~,q~ ,w.,pi,ch
.i,s ,s,a,id. to "be,:4-~fi~icui,~',.f~~ .a, --xi'~:tJrn 't,~ .:P~;n)'oJ~s.~·~!3-te:,' a

f Lnd i.nq has .been IlJad.e"e9-,s.i,er,. by ~;'In,e:~hp.p:F,a,+~.ed,

1I'F.1~:i?-ell!,~,.~~,ggi.9a~"seq.uenceof..cause ande.ffect II or

1,lg~~suIItP~i9nPJ,,t~ct,I~,.,

Re'spond Lnq .t;o such' lines of:.t.hinking, ,:S:ection:2:5:: o"ff.:-,the'<Air

Pollution Control Act and Section ,19.'. of theW.aterPol'lution

Co ntr 01 Ac t ~e,.r l7, ,r.~v:~~~? (Clpct ~P:-;t,~~+;t;;)- ~~;b,;i.+.~.:1T,Y

introduced. This ,is a manifestation9f a,thinking to
,.,,',:~;i:::;·:,; ::;. _'<'::<':;':":::' ":.",',',<:::," ':,; , ,'; "

s trpngly .r,~c~9!lA~eg,orpo,r,at;e,:,l~a.t>~+.,ity,.

with:, r.espec t to,liabi1ity:"for structures and publ Lc

est,ablis,hment:s"conne.cte,d ;with -the. S:,tate ,:Tor,t: Liability. 'Act,

in d'e,e,i,'sio,ns "on,arock:slide, -acoLderrt; .LnvoLv Lnqva: motor

veh Lc.Le ,t,rave).. li,ng on.--a :na:t:i:onal: highway',',flo,od,'damage'_

c auaed ,by- a: corLapse ,of' a r Lvervd Lke amonq xrther-ajr-fLndi.nqs

wer e made that ther ewere defects. in .the. qover nmen t-ls.

installation, maintenance and administration of national

highways, rivers and waterways and no-fault liability was

imposed on the government.
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Pu tting;J'~bge:fh~~:i:t::~:~,'{ ai,~re,~,~X§:#~~'ic iine. o'f:'fhirFi~l~ in
making a findin~'- of t.ort li~biiity concerning 'traffic and

medical' acc i.dentS~:"eri\irronmental poLlut.Lon, ace i-de'I1 t s

iriv&l'v ing :.' Struccureaon-Tand a'nd pJbi-ic :e'sfil'bl i:~l11'rrlerlf.'s':

Al;s:o ':: ,l,i,~b;il ~:i::Y; ~'p;r;:}t ,;11 d,Cl:n9',exp,~:f?" '?,l?j ept'~::in ,.a:','::~,r:,,~:f;f~q',;·

ac::c,id,eq.~ and +;iabil Lty.:f9r;,·, '~Aary,ger:qufj; "str,l1~:t:ur;efj;:,:pnland or

ppblJS, ;:~"~,t~p,l i;stpnep.t-,B:;II,.: ;~ ~,;.q~~I"I, ,i:n.(le::f~qt~J:'!.e.hig t1ways;;,or

embar kmen ts ar.eiconce iY,aP:te • ..H~r:_e:" .t.oc, ,is a, .:-:lcine., :of:

thinking to tighten corporate liability.

an

in its

a ·~high degree of
.r. ,',',;' :,:-,,;.,

concerned ~sa s peoia Li s t;

legal Lnt.arpr e t.at.Lon's, -"pr'dciUCf'
pic t.ur e and in; .-t:he::·ca:se:: ;o:f,:, such

that prot.ec t.Lon of'

added to further tighten

obligation

i~pos~d on fhe comp~~y

field.

Amid these changes in

li"bilitY"'I;l,t"".,d the

1 iabi,l,ity..';j :i;I::: 1l1,CiY>, b~ coris.i.der.ed

"porpor,ate :l,i~bJ~itY-.

This·:thihkin'g r'epi'-esents' a' major' t'i"end' 'Of :the': t'art: law
copLnq-w Lth a· social<phenonienbh arid it is rtatural:': to-'j ddge

it: 'a'~f'DeTn9-' an 'i;'rr evers ibl'l:! t'riend:.'
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4a Severe demands to the manufacturer and distributor

p~!ic~T~able f'r:~in' the r e aaons for j,u<lc;Jment

Accord i.nq to, the .r easons f o.r j udgIIlent,,~,I"l,,:,PtoCl.pct li:ab.,ility

~:?:r,S,~Q~,;Kanemi edible, o i L, e t.c ~'1:~~i~g :,int():,(iC9qY.n~ the

fact that ~he ma~~facturer ~~d d~§l.t.~ ib,~~O~;l?la,9~d_,~he

pf'6duct'()'ri the market to realize' a proiit on the o~e hand,

~nd':'~~l1~:l~~i.i:~.g:':::::t'~~ c:~~c~'~~ ~a?~~s:~~#'~' the ..~~I1Stl~~~ ?~ere
:'unable 'to' e~a~ine if the pr oduc t; w~~ perfect o't; not '"~~d
w~i:~"":6biig~(~('to':':rely on the manufacturer and distiibut6r on

':th:e o t he r ,t~-~"iact 'tha't""~'h~"'man~'I~:c~~'rerput':th~,:'d~~f\~ctive
product, on sale as such was presumed to represent his

neg:ffgeh'ce", --a'nd ·:'he'-is" uriabLe' t'f'c> ,'esca:iie'hls' r'e:s'p6ns :fbitity

"fc;rrieglige'nce:::lihl'e'ss heH a able "'E'O"pibve fh~'" e'xl.'st::ehce of

apecLeL .c i r cums'tanoee that' ar eo ;'5uf'f'iC'fellt: ,:to' :'ri'ega't:e th:l s

pr:esumpfionbrh'e' produces cb\.int'e't,evld'erice" t6':show'f.h13.t he

performed all his obTlg-a'tio'ris,:'to,i'-'exeidis'e' 'ca.£e ',r:e:qlfi'r'ed of

a manufacr.ur.er.,

It is<niostd'ifficult t'o'fulfiFall ofl'heObl19"t'i()ris to
e xe r c Ls evcarevt.ha't; at:e:' re'quI'r e:d';'0£ 'a':') ma'n;ufa6tu:'r:~'r;~

Especially," i n .:the;c a;se::'df pi O'duc't'ssuchL~:s':ph:a'rri{~:cel:iticals

which have a direct bear ing on man 's,::Life,:;'and he:alt'h~:::even

iJ... i t:: Ls. sc:ii,d1=-.l)a;,t"qll§llJ:t'~:lgoIlt,J:'.91.:})?sl?,d,0('11: .t:he: qualJ:ty

S. t.andar d ()f-:.Jh~ .', pt; oduc t, Vl(il3-':~ :I:;~~p:t;e~,<:,ocompLe t~Ly ip:'; tb-~:

p r oduction pr ocess, it:,,;p.ge~ po,t;-·tnl?9-n:: ~1;l~ :m9-np,f.?-9::tUJ;.~r:: ftlill

become immune from product liabilitYa

Particularly, difficulty is felt in assigning the

responsibility for a product when the outcome of work by a

person besides the manufacturer is involved a

W~th respect to pharmaceuticals, when injury from them has

occurred as a result of the medicine being used and

prescribed to a patient in the course of a doctor's medical

acta Is it really valid to inquire closely into the defect

of the medicine alone? This could become a complicated

issue entwined with an error in medical treatment a
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In the: case of.phe.rmaoeut Lca Ls.c the,;cour t:',: has,' adj uddoa ted

that pr Loroto their::,manufactuI:e~'::literature andir epor tis of

t he. h;i.g!les~,:leYi:l:::in,t erms '.0 f :KnowLedqerLncLus Lve:o f

ana Loqous . compoundaimus t; ,b.e ·:.cql,leq:ted ..andr.snud Leavc.an.Ima L

~)(per imen t:13<,anq:qJ ~.r,t,;~a~ -demcnsera t i ons ,'Conducted i,as:,f,ar as

~~n~,,:are ~:}~.e3:dy,~.e~.~~ ~~,~~uge~,~)71~ewhere, their ,,~ollow-up
"'~~r~e:y made' ~nci ~il 'p~s~ibie ~fforts should b.~:.m,'a:d~':':.~Q
foresee side effects. Further, even after commencement of

manufacture, the pharmaceutical company must undertake the

collection and study of information, conduct a follow-up

survey of clinical usage and endeavor to foresee any

dangerous side effects. In addition, the adjudication

states that these efforts must be continued even after

initiation of manufacture and sales, and in case any side

effect is foreseen, the pharmaceutical company should take

immediate action to halt the use or recover the medicine in

question or if its use is to be continued, it must limit

the indications and directions for the use of same and its

consumers of any dangerous side effects.

I wonder if any manufacturer who has been subjected to

these controls will be anxious to develop new products or

pharmaceuticals?

Development risk - it is considered diffiqult under the

principle of liability arising from negligence to call the

manufacturer to account in case a product regarded as safe

as judged from the technical level at the time of its

manufacture is deemed to be defective according to the

technical level after occurrence of an incident. In the

U.S.A., a report issued by a task force formed by the

President's instructions has proposed that liability be
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l,irn,:i.ted--so" as: no-t') to: hinder': t.he. dev e.Lopme n t:1 Of: n'E~W

pr oduc t.s ,.. This_"is,:worthy o fvr efienence., However, I wish to

add ",thatmeanwhi.J,;e i ,as '.'is the'--case:':of -t.bevnew Drugs

Co.smetics "and':Medicallristruments::Lawiof' ,We'st Germany as

,amended in '1978 i .st.rLc tirpr-cduc t; liabili ty'-has :beeri::frnposed

a Lsovon d eveLopment; ,:yt:sk-.'

'In"e'ffec:t, colild'this b~'-~~pressi~e

liability?
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5. Meth6d:'6f ;'re1i'ef ~::t6Jfhe'irifured'::and:de'cisi6'n's.on ,>'product

liability

Although considerable Lmpr-ovement.s rhavecbeen seen ,-:recently ,

i t,is :saidthat r.eI'Le f to .conaumer.svinvoLved Ln c-de f ecrt Lve

products; Ls s:till i:nadequate. S'tr Lc t Ly s peakinq., _,tt is

party can be obtained promptly when negOtiatiOris:'ar:e-,

conducted ,wi.th t.heuuanu f ao t ur e r t.hrouqh ~, cor;sp~e,~,sI

orga~i~ation. On the other hand, when t~e reason for a

d~~i:~i,o,:~: w~ic:h: h(lS"F~7o,gniz,~<3 l?r(),du~,tlJClbilitY', ,is,,~e_ad,

i~t~I;P,:r,-~'~ation of th~, or ig,in',a'l pr inc-ipl~',of 1~9.~1
. . .... ,'" ,........ , ...., ...... ,....: .. ,': ",'''. , ...," ::,'. ," "'.' ",. .-

interpretation has ,i:?een,stret9h,ed to an ,E;!:xtremeand it is

open to the cr iticism of ,",g:oipg al,*,,~~r~5Jth~;to,.-Cl~ta}n the
objective of seeking to provide relief to the injured party
wi-'th t h'e manu faCb.:ir'er: bea'i'ing't h'ee'xp:eh'se sil •

Alth()uQh:, ,it?a17:be~~:dd,t:hat:. i1: ,,1,5 ~:n~v():i~a~l~;be~a:u~r what
sho~ld be'settled by-administrative actio~ c~n~ot b~ done
sobecause'6'iJi: ':C:()llritry'l'a:g's: behind:·'tn's'llch:'a'dtiori',' c'ou Ld it

of jUdicial relief?

Referring to judicial relief, it is said that in many cases

the injured give up going to court with respect to any

damage of a small sum since a lawsuit entails much expense

and time. In this aspect, I believe it requisite hereafter

to study the introduction of a representative party lawsuit

system to realize the rights of a great many people to a

small sum of money.

Taking class action which developed in the U.S. as a model,

a bill for a representative party lawsuit system with the
principal elements of execution of a lawsuit by a

representative plaintiff and distribution to everyone

injured of money and other benefits obtained by winning the

case is being investigated and studied in the form of a

tentative draft by experts.
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As regards a .,d,is:,t,r,ipu.tot,cpntr.,act "i11. ,tll,e,'E:!.xpor.t:-of,;a

product, a clause covering product liability becomes a

~glri't' "of 'C6'nfeIltloh 'between"hoth p'ar't)es to'

'tn. the f LnaLvanaLys Ls., ;1 "thi,nk, Lt. cq1l).e990wn t.o hqw

r a t.Lona.lLy ~~e:.PCl):,tie s e ach. eeaume ,tl1e", Lf.abd lLtry.,

6. Rel-ationship:betwe~I)..produc t 1 iabi:Lity ';Ja,ng,l Ioene ing

In case a defective product has corne out of technology

t.r ansfe rr edvt.ova l<icenseeby,a ,;licensor, ';the licensor must

accept ,I iability for, '.,indemnifying:the licensee -.a e an

LmpLi.ed guarantee ~ This .Ls a ,natural consequence of

parties to a .t r.ade contract boundrt.oqe t hervby ::ai::fLduc i ary

relation'.

Asph:frited brit -'i~;t?he co~eri;ts :8i::M~'.BiSl'N6'rri.s:,";t}lere

a~~ f;'b~~:"c:6li'ritr{'~~ among \h~':'d:~~~io'pihg ri'~.{iori~: "th'J·t:
reqdlre:'a' lice'hso'r" t(fpro~'-:'ide;'~' 'g'lIar;ahit~e :'on p£6dllct

liability and 'take the' at{rt:ude that rio:~g~:~'e;~~ri;t can be

e'xe'c'Jted whi~h 'doe'S notc6nt(iin~{his gua'~'ari't~~;~:i'~:ri:~e as

the'·ho\.l~t"ry:'s~86homi;c"po'licy.



7. Conclusion

I have d i scus'sed ·the str ict contr6iexer6:is~d"by'the
Products' L'iabilit'y ;Act ove rvehe manaqement 'ac t.Lvd t-Le a Of

th;et"fuahti'i'acfurer"k'hd 'd'i~>tr'lb:ut~r':. We mustacci~pt"t'h'is,: CiS

an increased corporate liability

On the one hand, we are required to make the maximum' effor t;

not to put an.y.,:.defeptive.__ ,.,.,p.r.od."llc,t .on .. th.e.market" while, on
," ,".:'" ;." J,:':;",: ",", ""

the other, we must make creative efforts toward development

of neW.;,1:.E:!chn?19gj,es, and pr oduc t s f o r t.be p~ogress o f

mankind:.:

In,: th.e:' mdds t':o f::>(in':envir:- onmen ti.. sur rounding;' companies whet e
remedies exist for unavoidable damage "aEi.s:ing "':e'veri'tJlc>ti;g:h

s cr upuLous. c ar e",;1) as: been..exerc i sed, .for ..examp.Le.,

establishme'tlt ,·'6-£ a"ihstiir:~'nC'e::t'eii.e'f Etl'nd/'r-;errLed'!i 'bEi's'e?a'-dn

posi t.ive >approaches,'.bY.:coempanies'.<to .coneumers ;';::,t:emedy ba.sed

br{:'ctdse ":i''fci'i'sO'rt wfth ::'9~'l?-:~u'Iit~,·r.. c:o,~'ris~'i~:I~:g;,§,~,tv~,¢;J;~ Locaj,
- , , ""," .. " ,

public entities, etc., product liability is a vital problem

that needs to be resolved positively as a part of the

that may prove the ruin of the companies concerned.
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':::", .:>\' r s<
JUly, 1978

1) On approval of manufact.ur e orimportationM

phar Igac~,ll,t,.i:C:,~l,s

2) To, review .new pharmaceu t.LceLs, .sfx. years:-a,ftei,,:they' have.

lJe,en: approved ~ .

3) T'c? estahi'ish~a: 'plbv:ls'fbh "fHrre:ass'es~hie:n:;t:: ':Of'
pharmaceu tIC-ill:s:

a. To define the basis for approval

b. ,',TO define; t,he: qat;a,:and inforJna,t:i9:n·reqU'ired:~t:,the,time

,of, a ppr.ova.L

C,_,' ',T,o -pr.ovLde ,::,f;'or \',a,ppr:Qval,jt,o'b,e.r',equir:ed,.. iin principle,

for Japanese Pharmacopoeia, also

Essentiais Of' Aiiiertdirtertt:s;:fd ':th~:'Drug's, cbsirt~1:'ids;;

ahd Medlcaf':"rn'g'tr urrtertf's ':"j.\,c:t

1. M~.tt'?rs conce r n Inq pharmaceut,~~,~,~.E3:

4) To e'stabiisli

manufacture quality
5 tand9rds for
pharmaceuticals

To establish provisions concerni.nq c5)ll~c,~~on,t,ran?Il1~ttal

and reporting of information, etc~ on, side effects of

pharmaceuticals to be carried out by the manufacturer,
et.c, ;,:0 f:--' ·pharmaceutical5

6) To control the no~ificarf6n, e'td".:of':te'~t:··request pLans

concerning requests for clinical tests aimed at obtaining

approval for manufacture or importation of pharmaceuticals

7) To provide for the final period of efficacy to be

indicated on the containers and the like for

pharmaceuticals (excluding those designated by the

Minister of Health and Welfare) and contraindications and

side effects to be set forth in attachments, etc. to
pharmaceuticals
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'~~dlc~l instruments

2) To 'e s'tablish':prov,i-s ionsfO'r collect,ion 'and: 'r epor ting of

information on the safety of items outside' ·the' .acope of

'ip:harmac,e'uticals .:t'o be 'c'ar:r:ied':ou-t:::by ':t:he·:man'llfactlirer,

etc. of such items

8},_TO;,,~~rengthen the authority of managers of pharmacies and

'g~n~ral distributing firms
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3):' T.o' p,r.:o:v:ide,:::for'pr-ecautiOriS':f'or":.thEf:\fse>or':'~andlihg o f

i terns outside the scope of pharmaceutLca rsvtrovbe: indl'cated

on their c.on t.aLner s, .e t.c , ~flP. ,~PS :t,h,e",J iP9-,l,::p'~!;,~,()d;; qf
efficacy (use) to be also shown with re;.~J?;~9;tj:t() Leems

outside the scope of pharmaceuticals designated by the

Ministe'r'-' Of He'-aii:h>: cin~:: '~~rik~:~

4) To provide for indications to be made of ingreedients with
r'~'s;p~ct t':;;" ~k:rt~i"~ cosine-tT'~1:' an~: 'i~~ins~:6t's:id;~::i'l1:~: ,sc6p~;
of pil'k':~fu:kb~u,·t16:kf~:

5) To provide for the same control"9-,9,;J-,ha:t:,PJ1,,p,h.:irmaceJl:to;i.cals

to be exercised on requests for clinical tests with

2. Matters c orrqezn Lnq A:te~I3,o1l~s~q~:~:n~_,~,9o~e: o f

pharmaceuticals ,.:c(),slIlet~.c:s;.,a~dTm~9ic?J,,:ipl3-t::ruments

1) On approval of manufacture or importation of items outside

the scope of pharmaceuticals

a , To define Ehe basig"for: appr ova l."

b. To define the data and information r'equ'l,r'ed',a.'f.,'the: time

of approval



3. Other matters

1) To enable emergency measures such as temperory suspension
of sales to be ordered in case any serious injury to

health is suspected due to side effects and the like of
pharmaceuticals, etc.

manufacturaor importation of pharmaceuticals, etc.

3) To prohibit misleading or exaggerated advertisements on

the safety of pharmaceuticals, etc.

4) To specify that recovery can be ordered of inferior

pharmaceuticals, etc.

5)- To impose an approval fee for pharmaceuticals, etc.
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October.23, 1980

PIPAllthdAnnual

Confe,ren'ce

of' .dnven:bOI:s/ iCe:rti.f i.ca.tes: -in Arti:.cle::;,:l:.<and- to

Revision of Article, .5A,:;Of- th~eP.ari:s,iCohvention-

Tak.ashi.Aoki

.Commit t ee No. 3

The Diplomatic Conference on the Revision of the

ParJs, CQnV~I)J:.i0n:::for:;t,l:1e::l?rotection"of Industrial

Proper-tY:;l11lat· .Ln ,Geneva:::~ f:rOffic:February 4 tb Match 4 ,

1980.; .T.he"major;>efforts were directed in the

Conference> only; to, the adop t.Lonooftt.he Rules of

Proceaur,e,< of the" Cpnferenc_e~ The"Key :issue was the

unanimity or majority required for the final adoption

Paris conveneIon, The cor r e s pond i.nq-RuLe i\:as adopted'

but still,,:reserved by one"country:;~the('Uriited;States:,

proyid!=§in essence that the :·final,.text,'shall- be .

adop t ed. by::' consensussvcr , if:no,.,consensus is achieved;

by a majority of two-thirds, provided that the number20f

States voting against does not exceed 12.

T e:,~aI~,,:'PU~¥?S~ ~{:'~?~,,:D;;loma~~~ ~~n~;e1;j~C~,.;-~a~ to

examin "t~~ f~~l~~f~~·,.:~a~i,O~~'p~~~o~a~s~IS~ll~~~'~ 'in ~,
Preparatory Ihtergov~rhm~nt~l-Cornrnitt~e 'during,fiv~ y~ars
of negotiations but very little time spent for the pur­

pose in the Geneva Conference.
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.:1:::'.::' Inventors'" Certif icates

2.. Article SA (Compulsory Licenses)

3. Article; 5~ Quater (Scope of protection of Process

Patents)

4. Preferential Treatment without Reciprocity

- fees (Article.A)

- e_~'tE;I"lEi~'9J( 'Q,f.. pl:'ipr,i,.ty: p~r:iOc1. (:Ar,t·lcle,':B)

5 F:U:t;:~~EihJng 9t -:J:;nf9:rInCitJ9.I1::

6. Development of Developing Countries

7. Appellatidn of Orig in

8. FinaL Clauses

9. Protection of Olympic Symbol

Observations from 'PTPA::' on manyvof" 'the'se"- point.s

were submitted: to t.he. International:' -B'ureau'; -according 'to

the decision PIPA madeabthe phi'lade1phi,,' Annual·

Meeting last year and publ.d shed as PR/DC/? Add, 6· on

January 11,-:1980 from .t.be Internatibria·l:-:Bur'eau-~:'.'

"'The:"second session ofvtrbe. Geneva'::; DiplomatIc
Conference; will beheld in 1981 and that mus tibe the

II cont.Lnuat i.on" 'of <the ',Conference but.Lnot; 'a>:'new

Conference- so:', that', t.heisecond sess Lon can-proceed on"

the basis of what hasratr-eady been;"doptedby·the'first

session.

In this paper the writer wishes to select and con-

c~~trate on~~::o~ t::~~,::,!~?::S~9je:~s?~T'?f~b~dat. the

title Which~G f,e~~~::h~ ~~~,~,::t~P?~~~I1t ~~d,:??ntrover-
sial the" forthc~m~_~~,s~~9~~:;f)~~~~"~~,9i~" th~ ,:

Conference
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Inventors,', Certificates

Th~ ne'~<'t~'it"8f Af'ti~T{ r for~'~:rd'ed"":fo

D'Lp LomatLc C6tif~;ii~rice';irtcludes the' following po i n t s

which were newly added as a result of' the cteba'te at the

*Though Group D had never aqr-eed.t tovdncLuadorr-of

the last point, they made: new: pr.opoaaL: in,,:,the<:Geneva

Diplomatic Conference in::',March,. ",1980 and suggested

the~r:';,acpE:!Rt:ance,if,:;,~~,the term'.,>of the ptotecbi:on n is

r epLaced ·••·by,:,r,t:he tie r rniof thE:! -exc Ius r ve ;:righ t (to "work

the invention".

rr'pate\i,t ' i }lasori'iy one" de f i-

"'lnventor's certificate" has

no'tidri 'df

notion o"f'

the

the

Whe'r'eia's

nition,

2. De'firiit16'rt 'of

t~~,;' ,,~:~,u:s,. <i~,Cl;u::ding. ~~~:'~ ~f t~~< ,trad;i t i ona I
R'~,~,:s i:~n: ~;i~e:', ,"';inverit:or,'s::,,:c,~'rtt,f;i::ca'~~'n'an,d'-:'~e~.entlY
created "cei-tificate: of i~veri.tion" 'by Mexico."

'Eq~:~:l,'a~p'lf~abi}lt:f;"Of;:th~: p;?v:i~ions: of:,P~:fi:f)
Convention to both' 'patents' and i~ventorsI~,~J:,~

i'tticat:es".'

4. In the countri\~~ '6t: dGa1 :p;~ot~cti~'n"by patent and

inye,l1J9.r::\s::;5~er:ti:ficat,ei""the" fol1owihgs shou Ld be

applied in t,he:",s'ame:m~ntler:"fo!=,;c:,both 'tibles';

- the substantive grounds for grant

the! aubs cant.i.ve qrounds fo.:r,. anyioppoe.I t.Lon to

the; graph

- the substantive grounds for annulment

- the time limits for presenting such opposition

or ,: \reqll~9tingsu,ch:annulment

- the:t~'EW,: o):th$:,::protectiorilc

P~e~~ra~~rY;~9~~~tt~~~
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5 _ Inventions shall be protected,;by."'the,,.grant,"bf

patents (singlepr;.otection)qrby ,the/grant of

p~,t~nts,>~nd inventors 1 .cert:ifi<;a,te!?,,(q\lat

protection in the s~m~"f~,E!,1d;~ (),f ~Tct1rl?,+o~:¥~

The last point 5 is crucially"irl1p6r'ta'nf~: 'Tll'is

provides a principle of fre"~,,,c~_oi,ce,. ThOl.fgqt,h,e ad,?p­

tion of this pri;nciI?:7:eVlas,ag~~~d,amonq .a.l L ,three

G~;()u~~~ the,...positio"n,~,f~:J; p,:t:"0viCii,ng except i.ons ,to the
:prirlCiple were all, :(iii·f~,J;,ent:.

?r~~p B ~,ish,es:, t? tak~.:~,~iFl11 179si"tiPIl not to

:~dini~_any" e~c~J?~,~:'~n_:':,;V~il~ b~0:~, _G;,~:p~p' 0 a~d the Group

of, .77, 'fe,elit,,:i3:bso_iu~e~y, 'nrces,sa..r:,x to prov Lde .var-Loua

e~~~pti~n~l cases:~o th~:p~~n~~J?~r'()f~re0;choice
though the ways of providing the exceptipQ~ are very

different between these t~o_ Gr:oups,.

,The fOJlowings- are some-,'hr-ief-obs'ervatidrl to these

possible', .axcap.t.LonaL provisions'.

a l ,r,s it accept.ab'Le'. t.ovapec i f LoeLLy :exclude some

fields of technology from the principle of free

choice?

Group D proposes to-exclude the:fbllbwing fields

of technology from the, free; choice principle:

- public health

- manufacture: of f oodacuffs:
- p rot.ectLon ",of ,::environment

those::,fielqsof EechnoLoqy.rwhe.re in accordance

"with -:the national :-'legi'slation ;>no pnot.ect.Lon-was

provided
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t,'t~ ":seem's £liCit: :-'f}i'er~ is rio'::t'6b'm ':,'to ""acc'ep t::Gtoup DiS

prdp6'sa't 'whf'ch verY:';rruibh we:ak'e'ns .:'tti'efi:\~'e""'Cho.tce,pr;fIi''­

c iple. I'nclli'siO'n':6f -;'fn'v-ento'rs 'certiti.:ca.'t.e's :intb' 'the!

P'ar<i.s ::Conv€mti6ri f6i':'eqtial:'foofing "with 'patents ahouI'd

be' b'ased;:On:t.he' ':basiC >pr'fnclp1e\'of free choice.

flbW,::'shou'l'd ;''-fufu:re "re'servat:ibri':.:dfa'use: (:be \cdriside'r'ed?

:FOr ~'prote'C't'in-g: f'iiE'1l rf{"pos's'l bi l'it ies'"of'-:"de\,Ef16p1'0'9
count'r tes "Mho"wIlT provd'de :'ih:':"futUre: friVe'nfdrs",::'Cer~

fl;f: i eelte's"sys'tem' 'in'th'ed'r' '-Ie'gfsl'at iOn;':' the" GroUp':'of:'7'7

p roposes )fe's'efvcftI6rish.i whi ch'::ariy"::de:~ieTopTng':cou,iit:ry

has <the rfghttd fe:~iei~e ,c'e'r'falri"lfffifte'd"ffelds' 6f'

fech'noIO'gy', fb'r :':'exclus:f'vEf prot'EfCl'ibn:-':by friverit6'rs:i,"'der~

fif:ica'te$' -as ~:'far;as's"u:ch flelds~'were""already -e!xclb.d'e'd

from the free choice principle by some other countries

of the Paris Union.

This proposal is largely dependent on whether there
are' 'aliead'y pe rmarien t Iy ves t.abd Lshed 'except Ionaj,

f i'elds"by''-other'{Jnicin coun t'ry 6i',','riOt-:'; 'Thus,,"the pra:c~

tfcal :'meah-ihg:<:ofthi's prOposal is Changeable aCcOrding

to'what:happeris'lna) above'or'cr -be Low,

To wh~t extent ,should, w,e,rl:sp~ct "Status, quo"?

Group !? and the)3roUp of}7 propose exqeptio"al

protection for inventions in certain fields ,of,tech"

nology by granting only inventors' certificates if its

natioricil1e--g'islatTcih" p'rovlded" ;:EOr' such-prote'ct±dn

be'fore'the'e'i'ft:ry, 'irito' "f6'rce'ofthe?;rie~'A:ct :wi thre5 pect

to that country. It seems very cleat ',that if: ,this type

of proposal is accepted, the principle of free choice

cannot be fairly maintained, since any country could

freely change its national ligislation before joining

this Act as it likes.
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OnIy possi.bLecprac t.LceI conoes si.on thp,t,;-.sounds

.ra t he r- reasonabl.e w:i1J,be,.,t:9 pr()\ri4~a t.ransLt.LonaI

p erLod of several (5, to 10) y~ars :to ,pe"mi t,con-

.tLnua t Lon or .status quo with ,r~!3pect, t,,?,:6 si,ngl,e pr-o-'

t e c t Lonvof iI1ve,nt~on,by inveIlt,ors', :,ce,rtif,i9(;lte,s,;J!l:: ce r-:

tain fields of technology, counting from the date of

_~t:he _~Iftryin t<:>. .Eo rce ,qf .,the .'rl,e;w ,Apt _(w ttl), ,::,,~:espec,t to

that particular countrY)e If such transitional clause

~ f3. _,a?oJ?t~,d ,-::th,,~n-,we' :sha~l".be, ':~~;~s, I!er:V9,us: :"ap~d:n:!0re

gen,eroul:?: ,S9:<"that ther,e :might,,.}?,e,::,I"!.O 11e_qe:s9:~;ty.t() :fu::rt,tl.er

d i scuss.« ,·po~sibl!3;:e,si:;abl:i,15hme.n,t of .aanct.ton ;frqJD :th~

viewr>pin t 0:1;, "repi:p:rocitY',,::aimip9a,t:..;'~,o" pCl:,t~ntsbt=:if1.9.- <:

9 i veri t(),invent.Lona "be Lonq.Lnq ,,:,to, ,:,ttle ~i:eld; ;,qr, tt=c:h-;

npl09y;:;appl~eCl from,('()1::he.r:pc>.~ntry: ,wh"e,l:.e no f:r.~~.chp.ice

pl:~I1c:ipl.e .is .adop t e d "in, .t.hat; PCi.t:1:;icllla;l:",fieId,p{, ,)~ech,­

noLoqy, ,

Article SA

Al,~ost,toward$ .,thee~Cl,:pf th~.qen,e,~a, Dip~oJfla,tic

Corife r e nce , ,Cl,sta,ternen,t was"mClCleinlil?-in,:Cpmmitt~.e,.J: by

spoke-~man q:f.G:r,9UpB raif3~ng, ve rdouscpo.Ln.ts. ,'9~ ,·th,e

modified text or. Ar:ticle, 51\'., 'I'he.stCltero~I1.:t".fDay{,[1pt

include all the points but certainly COvers many impor­

tan-t"b~{sic'i)hints"'bn'which:' we' 'aYs''Qshati the""sa.irie opi~

nion. Here, the writer wishes to introduce these points

br''±efly 'and mak'e"-s6m~:genera:r':t~\rii=1.i' foi' 6ur·'i6'r-ther

d i.s cus's i on ,

1. Non-workLnq or I nau f-f LcLent; ~()rkin;g::~~:, such ,

wi thou t add i.t ional ci r cumstances r.: dRf=:13 notvcons.t.t>

,tutean abuse.
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There ai:'e.':thre'e f.YP~;~'·8f::sl'tu~ttdn~':::6f' dci:~;es td
provide for taking certain measures in this Article,

namely:

(L) wh~,r;e,:,tl1,~;,,_pB;te!1,t~d Lnverrt i on is: not, "worked or

net; :s,~;~J,,~cf~.~t:ly wor~_e=d,.:

(r{Lf::'whe':fe- pribi.l'C' :f'ri'teres't 'Ti "friJBi'i7ea'

,~he, ,ne"1"text ,ofArqcle5,A should be,modified to

make definitely clear that abuse and n()n'":'~()I:'"k)_llg are

different cases and that non-working or insufficient

wor':kirlg'as" s-uch-, w1'th6uf a'dd,i't'ional'::C'ircunist'ances, does

not constitute an abuse •

.2. .The :'vlr6'rk'-l-;n~f ':t€hiU':tteTItent: ':hi '---~ia~'e:: b:f' ";dJ-f'ei't'i~:d exami­

nafloh;<shotii~fcnO't""'be':"ma.deb~f6~'~ thEi":r~:ql.'l~st for

e xam.i nat.Lon .nas .fi Led ,

Tl1'e";-basid';';'ph;ilo~dpriy df: d~fie'rred:-:~~aTIfJ:riation is

t:hat>' tih'api:>'li6a-nt':' "has" i'f~eeddrtL: -'ib':"'fuiike --:th\e- 'kpplica-

.,'-a'Eisura'hb~' <frotit' 'tJle":'St'at~: th'a:t:"rtCl': i'dJ.s':-i3,'d\,ahtages are
giv~h" to:-':h-i's:-;;exclus:;fv+f:'iigh:e'::eV~n'if he-makes a

:'request ;f<Jr,":'eXkfinin:kt'l'dh-: i k't'a'nY' 'Lkt~'t' d:atM:'~ith in

':;~r:eg\il:i:fted:'-:pe·F.fod-~" ::'Acedid'ioc} t6"'t:hE? "HEki../ "te::kt para­

gaphs (1) (a) and, (8), .howeve.r., non-voluntary

)..i~~,ns~c.,:J,eY~:r:):nay:~ be. ,,~;xc~usive. one :~_~co_r¢ling to

paragraph (6» is given before,the ~applicant's

de~J:si?~":t~:,,,Fe'.!~es_:S_an examt nat.Ion.. ,This-is
totally against the basic philosophy of deferred

examination.
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3. Eegionalwor~ingshqulgbe p,ermitt~d.

A country constituting with other cOl.~.nt~i~_s-:--:a

regional group of countries should be allowed to

regafdworkirig in a~y'df ::fhese""~ot'he'r"countries as

fulfilling its working requirements a

4. The expLoit.at.Lon cof .. a patent .i.n the/public

interest should be restrictively applicable only in
'c'ase'::the publtd irite're'sf::feally}'i'e.quTfes' 'such
exploitation.

J?aragraph(5) stiplllates sq. broadLy and should be

rephrased, accordingly a

56 BxcIusLve non-volunt.ary Li.cenaes pro,vJde(J.:for in

paragraph (6) should be strongly objected.

Whether the patentee 'can "surrender 'tits: 'patent to

~vQ~d~h~grant of an;ex91usiveligen~e is not

clea,r a,c:coI;'¢ling,t() tp.e. :I?:re}3,~nt:,::t~~t,:lnd even if

this is possible"surrellderof..-t:he paten~is

1~gal1y equ i.vaLe t; to:f<?-rf~it~:re:of ~he .pat.ent.,

much more severe compuLsor.ymeasure t.han.ja license

and, ther,ef,ore it f3holl;td::"be"p:J:"qvi~te,d,~.o.t",:on,ly after

a 19I1gertime or under more. severe ,conditions.

Pt'acti'cal,iIllpact' ofth15 paraqr'aph 't6discourage

enterprises ciri'frans.'fer'of' 't.'echnolbg'Y':'and' 'espe­

cially.:on'the irivestme'nt Ln develophig:ccluntries

wasunderTined many times'and:no need Ts'felt to

repeatthis"poirit ih'detail aqain ,

-492-



The less industrialized countries of Group Band

the most developed countries of the Group of 77

are not very much different in their industrial

development and this raises the question, at what

time a developing country ceases to be a deve­

loping country and comeS under the normal regime.

6. Thetime>periods'described in paragraph (8 ) for

developing.' countries·. are:: much ;too:shbrt:~

Tl1~:" ?oIllI?~rc.i.a+,:,~xpioit~~io~
expected only after

at home co~ntry

7. Special treatment of developing count.rLes-vby

paragraph (8) is undesirous.

be

8. The French proposal, "su~~ensionII of patent shouLd

preferably be considered instead of forfeiture or

The French Delegation put forward in the

Preparatory Committee a proposal that instead of

forfeiture or revocation in subparagraph (8)

(b) the measure should be suspension.
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According' to",17he: Pnenchvpz-opoaaLss-once suspension

has been ordered", ,the ,patentee--,may,':no .Lonqer, claim his

r~?ht_~,:~~,th~::~nfril1:ge~:~t,~,r~ced~r~s,~,~,~t~_~:,patentee

:~~,i~~" '~~c~\7~,~ '~~s, ~~9ht~,:.' s~t>je~;:: ;~';' the r<?ci~i~~d
;right~'of'third'pa~tiesderivi~gfrom-working'd~ring

th~:::;~~:f:~o~',~f _s~~~e#s~~ri:~~':-:::_~~eI1"~e:,: ':is'' ~bl~,,::,t~:' R~()duce
evidence that' he l~: wo'~king the ,~f1~~~t}~11 ill' thy
country or is taking genuine and 'effective measures to

that elld,
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Remark's

~ -Edg'a'i"W'~ Adams-~

'rhenk-ycu .ver-y.rmuchc

'. ' . .·D .• .' .... •. ".<' , ..
name, l:-'d6Ya ppr ec i a t e 't h i s ' opprtunity to' discuss 'with 'you

'I

for a very few minutes the challenges and perhaps 'the

opportunities':' tiocbevmet;:By PIPA Ln" preparatiOn ,'for .. the

resumption of: the::niplomatic Coriferel1Cein':Na.:Lrot>1: next' year.

I regret that--r:·'have'no prepared ,:. iernaf'ks for ;'d:isEr'l'bt1­

tidn~' -rn fadt,"I regret,t}lcit::C"have no:preparecl-'remarks.

I"did not krtow-I-would "have thisoppdrfunit'y':untfi this'

morning. However, I want to make r efererice t6'''i::he adc:i're-ss

given .by Cornmissidner:'niaITlond':ye'st-erdayfand tiha t.-:'has 'been

distr-ibu-ted in the' materia]

As :you,'he:ard:,'yes:-cerda:Y':'f:rOrn c-Omriii-s'sioner Diamdn'd,

t-her.exi a.Iq r'eet; concer-n jat; lea'st'in' : the 'Dni ted S'ta'tes ;-"w.fcll

the pzocedurevby whic-h.-t,he',rule 'which. has'beeh ape'Ljediout;

was "adop't.ed/", The,'pr,ob'leni>:a.-s iti's se-e:nby' many,-" isth'at

any effortto.·actuaITY::_revise-,'Ehe"'sUhstil-ii'tive provi-siOns·· of

the Par-'is:Converitiorl'/'undei: ···rule'swhich 'a:t'e'.not:':'acC'ept'ed' by

'aI-I: isover-eLqn' anaties -p'ar'tid'i'p'aEihsi' -muat; be 8.; fail'ure·.

I,_'d-,lik~t.osE{y a: feW wor-ds 'about: the signifiCanCe- of

this unresolved question.' It poses two kinds 'of' 'prabl'ems'->

One: is :a··short:ternt'-problent', involv1rig 'the":tesumptioh'6f the

D'ipIom:a:tic' confer.ence -'and 'the:'cdrisideiatibri 'df 'su.'bstahtivi3
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issues. For example I two .i.ssuea which have been referred to

are those involving appellations of origin and Article SA

ref~rr~n9 ~o ~omp~lpory exclusive licenses. Under the voting

rule which we are discussing, whether Or' not the view·:of

var-Lous.cccuntrri.es will he .Ehe same .or dif-£erent wi.Ll.'. depend

\lP9npolitiqal issuesr9-ther t.han.vtthe ;mer,its'ofthe provisions

themselves.

one. wou.l.d expec~,that :with r~spe<::t.<t:o appellations of

o r i.q Ln , if"tJ:;1ere ~sJl()~urtJ::1er;l:'~s()ll1tiqn,that perhaps the

CQ11U11on Marketl?ouIlt:r:ieso<:ind,the",Unit~d'Stat~s"and:Japan will

have jdLf f ezLnq views. Ol1;<the,'9:therJl,cu;"J.d ,wit.hvreepeo tv-t.o

Article SA, we would expecbtt.hat; -""all:O:f: -Ehos e r-cciurrtizLe a wouLd

share~a common view.
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respect to the ~~~st~ntiy~ issues, the twp-whiGh I mentioned

are appellations of oij~giJ:l and,.'ArtICle 5~, will be involved in

detemining perhaps ihiJ,:'fksoluti.on c!;f thbse issues. Both

gro.~ps 9~PI:R#.ar~ in accordon.thes,ematters,. At:the moment,

countries .aze in accord, ,c:ornmi,ss:i.,oner.Diamond :cal1~cl,ye:t:y~

persuasively ,fC?J:",t!?-e f()rmationq.f "al:1iances,. He called, .for an

allicance between the uri.Lted States,and,Japanese gOV;~!l1;ITlr:=Ilts:',

and those gov:er~ep~s of (?'th~I:"GouI:l1:r:i.es.i:n-;thes,ewQrd~'L:

"Thus T JaeaI1', tl:1e.Ul}ited States .end all countries i,nt~r.est,ed

in techno~ogic:alprqg:r:-e::;~,,~nq fr,e~ "t.racie, muet; jointog~1:l1eE.no

preserve the essential cbe.rect erLst-Lca o:E,,Our Lndust r'Le.L

property system -" .

Ver,y flatt,eriIlgl,Y T, ~r,." P~Clrn9!ld.' po i.nt.ed to gIPA; a,~ an.

example, 0:r:__ ,~ _~~.9:,<=}__ 9f"-~sU?9c a~ ,?-l,Jj,gnp,E?

I see it, with both a cheLl.enqe and al1",.9PPOF:t:upi:tr;~ What can

PIPA. do t.o : strengthen the al:I.,~CCln<:e__ b.E:"l:w_ef~~n: oux .industrial

circles to which Commissioner Diamond referred? And what can

PIPAdo to foster or strengthen alliances between the govern-

rit~rit:~f.'8£ -bur '·;-ci'ounii:-i~s?';:

If"is my,h6pe''tha:-i: aii of you, friends -and .coLjeaques in

PIPA, 'will jo:j..n in responc.f1.ng ··{:6 'ih~~e:'~h;~lienges with prompt

'a:rtct:eif~d:i{;e:a~'ti~n w~ll':};~'f;~:i~ the resumption of the

jjipib~1tj.:bC'bhf'ereri6~'<in:,'~a;i.~~b:inext year.

Than'k You'''v'er§'iTIubh'.
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RELEVANCE OF THE PATENT SYSTEM,

THE AUSTRALIAN STUDY

By: Frank D. Shearin

been quite- C'ri£lcal cf'-the Lmpact, :(jf":muitina.t:ioI1a:i companies'

on the'-'Atist:r'alian'eConbmY"'and :'oil ;i~-dig€ti8,i'~;'<r~sea:i8h'~ TV

:speciali,,:'newspaper arficT"E{S "and ~ irtcig~fit:I"le'-2i.iti;gles have

alleged' that' 90%"ofth~"tbp"b:6rhpAri-{~:si;i'n "A\:isfi'.?i'ii~ are to

some de'g:ree-': cdn:trol1ed::1J~i;rtltJ.ft:irf~;:{i'6h~i' 66~pariie-s. It is

alleged.:-:that'th'e' -mu.FtJ.n'ationa'l'cd'~p:ahi;e:'~:':-b'h'af'g~ e~rib'~hitant

royalt'ies'-for technology imported"l-hfO-Aus'tralia. They
~

further pod.nt; 'Out 'that abol1t90%of 'the patent's granted in

Australia are assigned to muLtinational companies. It i~'

furtheralle'ged <that.""t'hls doini.ri'a.~io~::-6f A'u~tral'ian 'industry

and fEibhnoio~y>h'a~ led'to the;'aeblirle;"of':'-'indige-~ousresearch,

and there has been it: growin'g concerri as to what may happen in

the futl1:te iri' light':"6i this situation'.

Much of this concern in the public media may hav~

been initiated by a report from the Aus.trali?:I1,~,~n~t~S,taI1,ding

Committee on Science and the EnviroJ:lment entitled "Industrial

Research and Development in Australia". It was puplisped ~n

May, 1979 at the d Lr-eo t.Lon of S,eni3:t.()r Je£isop;o,f S01J.tl1,,~lls;tra,;tia,

who is chairman of the Senate S1;:aI1di119 ~o~it-tee",()n ,Sci,ep,9€ ,Clnd

the Environment. The report is commonlykno~n"as thellJessop

Report ll
• The report, among other things, alleges that there

are serious shortcomings with the patent system in Australia,
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and que"sti'6n:s"'t:h'e as's:u.mptio'i!:":': thi3.t.:'::p'ie·~ehtpatent· legislation

operates in the national irtteres~.

About.' two"years"~go'~"the f'Ormer"Minisfer of Pro­

duc t Lvity):::t.he' Honorable' :i:an:"'I~acphee, formed'a group caIied

advice ,to the <.Minister and the:Parliameht dti'rnatters reiating

to patents, trademarks, copyrights, technology trarisfei;-:'and

the like. In,Jl1}y , ~,Q80"t,h?,,:r:R~C ~n~?l:LItced in the press that

they would ~~CiTrlirl,~ t,1?,e.;"p?-.tel'lt ,?y's~~m ...,,:t() det.erm.i.ne among

other things, wh~ther or not it met the n~tional interests of

encouraging indigenous, industrial research and devel~pment.

The text of the announcement is attached.

In light of the Jessop Report and the announcement

by the IPAC, I visited Australia last August to

the strength of the anti­

patent bias in that country-. I interviewed a number of people

Lrivo'Lved::wtth'ihtelj:e'c't'lla'i'il?:rOpk;~t-y>i:~'~' fri A~:st'r'alia, incI ud­

ing two mernber$:::':bf':Ehe:iI?AC . Al't.h6J'gr{ :~'ri :::~){hkus:tiv~';: ·t~ea:t~ent

,q:(: the ,A,'I·l,st-ral,ian,: study<'is,;'beyond",the:scope' Of this paper, I

hope that this summary of"t'he','si tuat:io'n::will'a'lert,: 'you tofhe

pot.errtLaL dang~:r:,tha:t l~;ustral~~c ,ma:Y::Ciban,~on: ,tpe,:"patent system,·

or alter .. it in. such, awCiY ,i:?,a,t ,~rn~lt:~nClt~oI1aLYSJ!lP-<3.,J:l~~:s ,wi-II be

at a serious<:1~~a4yantClg_e,.,C;:I.earlYF,;~f ~u$i:ralia" adeY~:I.oped

couni:=-:CY,.CibCincl()n.s, .ox. .aerLous Lyunodi.fLe s i1=s",pate!lt Laws., .. it

could adyerse)..y. a ffe o t; oppo.r t uni t Le s f01:"_. i-nvest,meI1t :, in", Aus-.

tralia, as well as set a pattern for developing countries.
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The IPAC is compceed of the f.9,:J,.,±o~ing,:p,e.9P~e:, W119

were appointed for five-ye~~terrns:

Mr. John Stonie~, Manage~ ?qtenting,qpd Licensing,

Broken Hill Proprietary Co. Ltd. (B.H.P.), .Chairman of IPAC.

~~Qf~ssqrDi MeL. Lamberton, Professor 'of Economics

at .the Uni.vers i.t.y of-_Queensland, and a notable'Austral'i-an

economist.

Mr. D.Walsh, a member of the firm of Mallesons,

a highly re"spe'ctedfi'rm df'Solicit6fs''in Melbourne.

Mr. D. J. Ryan, a partner in the firm of Davies

and Collison, Patent Attorneys, of Melbourne.

Mr. P. Grant, a Patent Attorney and an Assistant

Secretary (Patents and Licensing), comm~riwealth Scientific

and Industrial Research Organization (C.S.I.R.O.) of

Canberra, A.C.T.

Mr. • J., Srnith,,--,th,e Commi.ssLoner. pfPa:tentg. 'and

Registrar of T~ade ,Marl<:~".:ind ,Desi9"ns,'Sanbe:r~,a/l\,..c.. T.

Mr. T. F .. C:.,.Lawrence.,-·theCoritro'ller;"'General of the

'The ;init1at"6bje<:'tive: ''o'ftheIPACwill be an eco­

nomic asse'ssrnent:'O{,t.hef' A{,u:it:ralian patient.' 'systein. The eco­

nomic "s t.udy i'S"'b~irlg made', 'bit'p~bfes:~b::r::;L~rnb~~:t6n; a member

of; the"TPAC,~'purs\laht:':tb:-a g:rah't"O'f" A$'7o":,'odO"from the Aus­

t.raLdan Piiterit"Office. In pa:rtlctliar ,t'hestUdy: wi'lt attempt
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to assess ,thE7.:,patent'"syst~ITl-l:s economic Impactron, or relevance

to:

- .t:\us,tral,ia I ,S", particular circumstances ~ there

is a growing awareness that the benefits of

shared""equally; that the net benefit to the

individual country, may be de~~!minedby its

size, income level and cCl.PCl.C:~ty ,1:C)~e;ll rather

than buy technology_

- Indigenous;.;_invention;"and ..' innovat:ion'-:-' .'to·what

extent does, :tl:"J.,e:pCl.tE:!nt::sys,:t:em ,influence in­

,,:~us.t,I:'¥ expendLt.ur-eio f R & ,D,?-

...;' ;Flow 0'£ iIifdiITi'a:f'i6ri and 'tecWri6J..og¥'tr'a.nsfer ­

what is t.he::':impacf- :·of''''fh~~'p~t~'nt:s;yste;mon the

sp.cead 6'f'·-,:techIti'C:a'l knowledge? who Uses patent

information and' 'for what-purpOs'es'?

- Competition and international trade - are

-there:.res'tric':t:,ive: pra.'ct·lCes:,Th:the -exercise of

:lic'eng-ing,:, df: patents in :Aus'trcilia'? 'What.:';i's the

impact of the -pa.tserif 's'ysfem Orl"expbr':ts ,:.irnp'6r:t~:'~;

_ba~Cl.l1F~_pf _:.:1?aywen:1::s1, a:!1_df().reign.,:~nY:,estmen t?

Wha·t-are .t.he ful·l cos t s 0:E::: teg:::hnqlpgy. .acqud.e-ed­

under: the, in,terna·tiona~ pat?n,tsyst,ern?· - .rn

particular, how Lmpoztarrt.... axe .e.xppl':':'!: .rest.r-Lc-.

tions, tied-in purchases, and the need to
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pat-entee's? nowvdoe'a the pat.eri tvsys t.em raffecc

differ.ent sectors,':indust-rie's'of high'v's. low

DifferiI19:'industries a.nd firm:s{:ze' "';'"who are the

Iio\ll"i-el~va~t:is"the patent system given the

pB:ce"of change, growing importance of the

service sector I cornputersan:dtelecornmunications I

and mic.ropr-oce s s or- ap~.iicati~ns_~

to?".sig,ni'fi,'caIlt r epat.rLe t.Lon o f": pr6'fits?

license fees, and rentals paid' abroad amount

acquire supportLve "know-ihow"? Do" royalties;
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inventor?

Larqe cf Lrms vs.:sm:all ,t:iJ;ffis, and ,:.the·:individual

fo reLqntLnveat.men.tj. CPPC7~}lt<I"atE:!d ve ~,.:::,competitive

iI1~,u:s,trLe s r. .Lndus.tr Le 5: ~.C>::E' l:'apip. VS.s,low tech-

. economic

,,; .',; -',:, ':,'!

-' Changing nature of production processes,

YlP~F~ .appr.opr i ete -t.he st.udy. :w:i'll.include wi thin its

scope otheF:elemeJ:1t,s .o f ,int~ll~c~lJ.a.1 property such as copyright

or modi,fy·ctheexistini;rsystein-.

at-second ob j ec t Lve will·be to dis'ells"s the policy im­

p.l Lc'at.LonsvarLsdnq 'Out: o'f the' 'study;~' 'This'wiii address the

issue of"'whe-ther'TtwouTd be: in Au'stral"ia:'s': iIite'rest to abandon



As s'uirfirig 'th'ae:thEf tPAC''dOesribt';:r.ecommend that

Aus-t:ralj;a~ aba.ndonvt.he- :'rateiH:: s'yaLem;" :'t.l'h~:' 'IpAc'wii:t:"i:!xa:tnlne

other issues,' auch' 'as i
:

"": WhCit::::tY;E~,: o f. p<:i:-ten;t;.:-systen1'::wi:l1 stimulate most

and, .expans i.on of- Aust.r-eLdan .expo.r-t.sa

'';''''-Ca:h: the 'systkm' "fa'2'rri tat;~:'-Ehe:: ex"p'6r'i:':oi: :'Ali'S.:

't:ra:l''i'i:itJ.' technology?

ensure'th~'utliizati~nof patents?

of

measures?

i~ ih~re nee'd;f~~' stronger provisions to

, ,- ..'

or the ease or difficulty of obtaining

patents 'be alt~~~d, either generally or on a

s~'l~cti~e b~s:is?

- How ahouLd patent LeqLsLa t Lon :qE7,co(j~d~~at~d

with other industrial,a~d economtc~o~icy

- Should the

- Does the nature of recent technological change

with the combination of computers and cornmuni­

~.ktion"as its leading edge call for new think­

ihg::iib6ut: what -Ls pAteritable?

- Should patents be;elim±n~ted iri's6rne'fieid~

because-'::df:::,the Lr- --Basic'::e'6bnbmiC' 'impdr£ariCe::f'o

a "'smali'cOuriffy like Aui,d:raiia?
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Clear::Ly,this .i.s .t.he .mo s t-i-compr-eherrs Lve review of

the patent~y~temtha,thas been: .under t.akenoby any country

since the study in Canada in the mid:-1-970 r s.

John Stonier',' Ohe Lr-mari of the IPAC " told me that

.Ehe. IPAC plans to. hold' a:seITlinar 'Lri November'at Warberton,

located north:-of,-Melbourne<. The purpc/se'-'of:·,t'he seminar is

to o.rganize, .t.he. appr-oaoh. IPA~:, ',will uS,e in answer i.nq these

broad topics.. The seminar .w:ilLbe:in: t.hreeiseparat;e sessions

of about one-half day each, plus group discus~ions. Selected

outsiders have been invited to the seminar but the IPAC wants

to limit the size of the meeting to about 25 people. At this

tirne,"it is no't clear whether or not the- results of the sem­

inar willbe:rni:id~'-;avaii~bi~tothe public.

Professor Lamberton told me that data in Australia

to support any type of ec~nomic pos~~ion will be difficult

to obtain. Accordingly, to compl~te the economic study, the

IPAC will have to rely on foreign sources s~ch as Japan, the

United States and Canada, to, provide analogou~ data to the

Australian situation. Lamberton did not believe that the

Canadian study would be automat~cally applicable to Australia.

Mr. T. D.·Mandeville of the q~p~rt~~nt of Economics

at the _Uniy~r§ity ~~ Q~e~~~~a~q ~s. ~9~~ing~nqer the direc­

tion,ofErofessor Lamberton on the econ()1Tlic-,:~~view of the

Australian patent ayscem, Mr~ MClr1ci~vil~e"has ,prepared a sug­

gested questionnaire for the economic assessment which he in­

tends to submit to the Institute of Patent Attorneys in
" ""
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Austra;L,ia:forsubrnission:'to::their: bus i.nes svcLi.errt s , A copy

of the suggested questionnaire is attached~

What are the pro:.2patent for6i:!s in"Australia doing?

- The' In~ti.tuteof"pateritAt.t6in~y!5 of:Australia

intends to subrnit'aPJ?roprlates1ihm.1.ssi.'6n.s':t:6 the IPAC and

a subcommittee for this purpose. as

to whatCtheir~for@ign6li.etitswould propose to submit would

be very helpful to that subconiInittee iri"firtaliz'ing its pro­

posal.

:- ,:The ;Australian ::Manufacturers.'~::p.a;tents,:"Indlis;trial

Designs, Copyright :and,:'Trade Mark Assoc'iatidn· (AMPICTA) r.n-.

tends to compile" submissions and send thern,to'the::TPAC. 'The'

operations of AMPICTA,arelargely .co~qu~ted~nde~ the guid­

ance of Mr. D. W. Bezr yman , J:lCl-t.E:!ntAtt,qrl)ey,. Mal1ager,~.f

Patents and Agreements,_ "pu,ltl~ Au~tr~lia,.Lt.q.","which ;,15

aub s i.d.iazy o f ~,CIJ, and ..11~." D. A. E'.r-eqklE:!,t:C?n, Corporate Patent

Attorney ICI Australia Ltd. If yovr;~smE~~~;8as a subsid­

iary in Australia, they may be a member of N1PICTA.

LndependerrtLy.a it was .Eound from ,:"the "year-Ly pro­

ceedLnqa .o f the; Patent ,Qffice:that::.of the approximately

10 ,~,90,O .'G.Q:mpl,E!;.te "pat,e.nt app.l-Lc a t.Lone vfi.Led 'in 'Australia in

1978, the domicile of applicants can ::be",:.'di,v.ided, into the

fol:lcnY,ing, catelJ~r,ies::,

-505-



1. The .Un.itied States 'accounts .Eor- appr-oxd.».

mat e Ly A,"300applications;'

2. Japan accourrt s f0l:' about; 90.0 app.l.LcatLons r

3. All q~ner ~qre~gn~ppl~cants cQrnbined

,and,

4. Al1?tr:aliap.s account fq;r." ~,CiPpro~irna'tely~"

1 ,,100,applic::ation::;,.

These figures indicate that multinational companies

notivonLy 'provide':11l9s,~:'.of:.',1::h,E:!':,iJ:l,c,c;in§'!"fQ.r:,_,th~,::)?i?,tent"Office,

Ganberra;';-hut a'Lso ,should hav~' .Cl,:5..tI:'9}}g iriteres't,:i'n",the,',IPAC

study. ,T,heni' what can we do?

I strongly 'r'ec6mmeri:d' that' "tho'se' companies and indus­

try groups"whb ha\Te:a"n >intet'~st i~'ith~ outcome of the study in

Aust.'ratia' 'take 'the;'fc>I16~±'ri:g;"abtiods:
',,' ",

1. 'corrtace their as soc Late s in Australia t.o

obtain assistance aridadvic:e cdricernrng<the

2; submit th'eir'views to' the';,TPAC', :particularly

Lar-y. .in, >Austra.lia which ,'per:form:s ;r'ese,ar-ch:,'and

development;

3. insist that their ssubs i.d.i.a.r-y -in Australia

make submissions to the IPAC;
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:4~· encouz-aqe vd.rrdus.tir-y g:r:'oti"P.s:-t:o .whd'ch you

belong .to make.appropriafe submi.ssdons to

the IPAC, so that the IPAC has the benefit

of at ,least the "coLl.ec'tLve v.i.ews o fis uch

groups

of Australia with copies, of:_:(lr,gunle,!1:ts "and

po sr.t Lonrpape.rs ,

In .vccnc I u s i.on vrtihe: IPACstlldy::could s.LqnLf.Lcarrt.Ly

affect .che nanur.c and.re.f Sec t Lveness o f ipat en t; -:law<in'Australia

for years, and may rhave ra long 'term influence' onresear:ch and

development in Australia; on foreign,investment'in ,Australia

and on the patent laws of the deveLop Lnqccount.r-Lee., T;,urge

you to 'make :.your 'views known to.the:Aus,ttalian'gov:e-r:nment.

Tl1Ci.nkyClu '., .

-507-



From THE AGE (Melbourne) 18 June 1980

IND.1.J.STRIAL . PROPERTY ,ADVISORY COMMITTEE
REVIEW OF A1.JSTRALIAN PATENT SYSTEM

"The Industrial Property Advisory Committee is undertaking a
comprehen'sive'review'.of.-the:Atistralianpatent system. The
broad thrust of the inquiry is to study, from the viewpoint
of the Australian national interest, whe t.herit.he Australian
patent system as presently operating, sufficiently advances
Aust~i~~,li~',s_te:cl}I1c>~;o~ic;~q,dey!?l?PIl1~nt,ar~CiVfnet~~r there are
ways -in'which'itmay bernade to do' so more effectively.

The terms<ofrefe'fe-n.'ce'fdi the review~whibh was referred to
the Committee by the Minister for."Ilrod1,1ctivityin October 1979,
are to examine:

- how the patent syste'm.-.can::·best:contributeto the
efficiency and progressiveness of the Australian econ­
omy r andr.t.he vadequacy ,:of·,·the' system,'. in meet.Lncot.ne vneeds
of Australi? with respect to the development and ex­
ploitationof new,andexising technology.

':"';·anychanges required-to Leqd s LafLonv.and administrative
procedures to make the patent system less comprex and
more ,r-esponsive,to,'ne:eds:~.

,~:'howpatent',le-gislationcanbe coordinated with:other­
industrial and economic policy measures.

-whether there are restrictive practices in 'the exer­
cise and licensing of patents in Australia, whether it
is desirable in the public interest to prohibit by law
such practices, and whether the patent legislation is
adequate for that purpose.

- the conditions necessary for Australia to maximize
benefit from participation in the international devel­
opment of patent sy~tems, and

- the ways to maximize access to and utilization of
patent information including an assessment of how in­
formation sources can be coordinated with other sources.
of technological and business information.

Interested persons, organizations and associations are invited
to make written submissions on any matter within the above
terms of reference before 31 December 1980. It is probable
that the Committee will invite comments on particular topics,
possibly from specific persons or bodies, at some later stage
of its investigation.
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The Secretary
Industrial Property AdvisorY"'Cbrrirn'it.tee·
P;O' Box 2000
wodeTl,A.C.T.2606
Telephone: Canbe.rr-a, (,062 )83 2,625
Tel'e,,: AAE151T' '

S~b~is:~i6ri:~ should be forwarded to:



),J52 OFFlCIAL JOURNAL OF PATENTS, T'R:ADE~~AR~AND "DES1GNS

Official Notices
:Re\ icw"cf --OfTicl:iJ,Jnurnal

A commillee was ul:lbHshcd 10 review the [ormal
end content of the Officilll Journ:al 'J15 (Ibju:1iYe5
were:
. (ll) To incria~'c"::'hc cff~eth'cncs!rOr lh~ J~l.lbliC~iicin

by making it morc relevant 10 the CUTlI:nJ needs
of its users,

(b) To reduce the nett cost of the publication
to the ;F'.aknl Office, ""hilst plotT"i"& iu
cfi tcti"l:l'!ess.

The Commince hilS now prtpaled a draft of its
report whitb is :ilvailable for jnsp~lion It :any of the
Palent, Trade Marl::; and Dcsig:m Sub-Qfficc:'s, from
18 ScplrmbcT 1980••

Interested pani-t::s \l,'ishing to comment should do
so, in ....'rilin~ end addn:ned to the SteTelz!)', Journal
Review Committee, P.alcn\" "Trade Marls and Des;I:ns
OSke, Canberra• .A.CT.. by ]7" Oelober ]980.

JS'DUSTR1A"L PROPERn' ADVJ~RY
CO~j~l1TTEE REV1EW OF THE AUSTRAUAN
PATES'T SYSTEM l~FORMATJO~ FOR
SVB~1155JO~ .MAK£RS

Prr;Jlllhle

The rcvlc .... of the: Patent ~y~lcm in ~usll;1li:l "':IS
announced 011 lS NO\'cmbcr 1979 b)' the: then Minis·
rcr fOT Prod urtivity', }.h Ian ':'-bcphc:c:, who !'i1id lhn
11C h<.ld :l~ked the Indusi ria] P,opC:r1)' AdYiSOf)' Com­
mluee 1('1 examine the c:fieclh·c.nc:ss of rbe Patent
!'y~lcm in c:nCOllr:l~in~ the- ;Idop~ion of new tech­
llOJ{lI:Y h)' Au!'uali:l lilnd.l0-1ook at ho ..... the !')'slcm
;lid~ or inhibia AUMralian invemion lilDd the trans­
fa of le;:hlloloJ;)'.

Sllbl\li~~ions

h would be: of considc:rilblr assistance 10 the
Cernmluee in 2!'se-ssing the wide range of "ieil'S
whkh it is likc}y 10 receive from ;Ill sectors of
the community if persons wisbillJ; to make wriueu
submisslcns .could adhere 10 the folJo ....inf. guidelines:

For unifo~milY in handling :lDd filinG b)'· lhe
Secrerartet il would be of assislllnc:e:. if submissions
could be t)'ped, sinJ;lc: sided on A4 slae I'llper with
.]1 sJl:lcint:,

For sUbmi!'sions over ]0 P:l~S in lenpth, it would
he valuable if a -summary wuld be provided 8t
the: be~jnnin~ of the scbmisslons. Such !l ~umm:ll')'

should on"" OUl the main theme of rhe submission
:md !<hould, as far es possible, be capable oJ
sl:lndinJ;. alone..

The Commillee rulistS the public JJllere'Sl in
1he issues in\'oh'ed .:lind would prefer 10 mll};;e
all !'uhmissions a\'ailllble: fOT public: scrutin)', The
("ommiue:e TccogniRS, however, that some maleriil
may he of 8 commercialJ)' sensili\'e or Olherwise
connoeJl1ial nalure, :md 'l\'ilI. on r...qucsL. :steepl
S:ubmi~!'ions· 'QT pllns of submis!'ions on a confi·
denlial bllsis.

For the use: of Ccimmiltee' riJ~mbers and 1he
SerJe~2riat to Ihe Commine:e, and 10 enable one:
COp)' of non-:-onfidemi:al !<ubmissions 10 be a\'ail·
:lblc: for public: s:Tutin)' in 1he Plllent Sub·Office
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in c.llthc~pilal ehy, 1S copies are nec:esury. nne:
Sc:crelaria.lwi11: Ilf!snge copying fOT thosc persons
\,..~o dO,J}()I... ha,ve aecess 10 appropriale hcililics,)

1i.('~rinJ;:s

~e C~m1J1ill,ee docs net Intend ·10 hold public
hurml1s' of submissions mil de in rcsporne 10 the
eencr~l ~advtnisemenl, but Day invjle persons or
organuat-cns iI'ho have made submissions 10 prcsent
~ral or fUrl.her ~'Tillul ev!dc:noc:. in support, dabor.­
lion or cbnfkallon of th eir submiSSiOns. The hcuing
of persons or ?r¥~niS2.lions ",·ho have been ,re.quested
10 make !<Uhm15SI0nS OD ODe or mort specific topics
rna)' be h~ndled differenl},)'.

limina:

The Commillee is lJ.'orlJnj: 10 a lighl sc:hC'dule, All
SUBM1$$IONS IN RESPONSE TO THE GENERAL
'ADVERTISEMENT MUST BE LODGED W1TH
THE COM.!\iJTTEE SECRETARY l"o uh:r Than
31 Dce('mber·1980.

Genl"u.T Inquiries

S~bmissions ~nd 'all requests ior additiona) infor.
mauon ;and general inquiries ~hould be dilecled to:

Secretary,

Industrial Property Ad\'isory Comrniuee,
P,O, Box 200.
Woden, A,C.T. 2606,
Tc'lcpbone (062) 8~ 2625.
Telex ('"OMPAT AA61S17.

BOARD OF EXAM1NERS OF PATENT
ATroR-~EYS

Appoinlmenl of Membcrs

Kevin ~e-"'lnan, the Min~ler for Productivity. hu,
liS pro\'jdc:d by sub-res:ulailoll (1) (c:) of "e:~ublion 5"
of th~ Patent Allorneys Rc!;ulalions :eppointed the .
following persons as members of the Board of
Examiners of Palent Allorneys 10 hold offite unlil
3l [)etembe:.r lY83:

CYR,lL MONTAGUE BENTI.EY
PETER NORMAN NlCHOLLS

R. E.. GR,ANT
, Secretary,

FUBUC HOLlDAYS,-"""

The PUent. Trade MuJ,;s and Desil,:ns Office All'S.
Inlian C<lpilal Territory, and Palent. TUde: Math
Bnd Desi!!ns Sub.Qffic:e. Sydney. will be clOsed on
Mond<l)', 6 OClober 1980 O-:ebour Day) •.

P~lent, Tr;ade:. Marks and DesiPlS Sub-Office, :Adelaide:.
" "..ill be:. closed on Mond<l)', 13 Oclcher 1980 (l..abou~

D.lIY).

Palent, Trade Marks and Designs Sub-Office, Perth,
""iII be closed on Monday, 13 O=lober 1980 (Queen'~
Binhd;il)').



ECONOMIC:J\.SSESSMENT·:OF':,THE,,'·PATENT:SYSTEM

1. Name of firm or company••• :.,,~, .~,~'~ •••,., .,.,.,. ~:'~ ,C,'''';,." r r.r:.: ~" •• ~ • -.~ - ••• ~ ••••

l(a) Independent inventors. P~e~se:tick,boxandanswe~appr?priate questions~

2. Nature of business/industry. : ••.• _••.••••••••,••• '" ••'••••••••••••••••

3. Number of, E)nployees'a:'-t"Jurie ':30/'1'980: (or- 'nE'a'i'est: c'6rrvenient date)

Part time••••••••••••.•

7. How many pa t.en't.s throughout·the:wor1d"do,yoi::r',':cUrreritly:

4.

5.

"6.

Location of head office•••••..••••••••••

Is your 'finn more than 75 percent Australian';';C;;';''rj~:d?

When was your first patent 9ran~ed in Australia?

(a) own? Numb_cr.• ,.... ',.'.

(b) hold under licence? Number•••••..••

Ye~D
NJD

year .

8. How many Australian

(a) own? Number•••..••••

(b) hold ,undcr;-clicence? NllIlIber. •• _ •••••

9. Roughlywhnt percentage ~ofall:lhe'Ai:Jstralian:,'Pa:teritsyou own or hold
under .,lic~nce prCWi'i,'l~e:

lal

Ib)

a return from working thepa:tents,.your,self~

. a .return:from"licensing them to or, excha.nging
them with other firms?

Percent•••••••

Percent ••••••'.

10. Roug~l~ ,~~at perc~~tag~,ofyour~ustra}ianpatents (owned or held under
liceneelare wor_ked in'Austraiiai '

Per~ent•••••• '••

11. Roughly whi!t percE!,ntag,e of all the AU,s,t~a~i:ilr:p,il1;.:C~tswhich you O"'J'l

or hold under licence result from ~&D performed,in Australia?
- pcrcent.~ ••••••

12. If-no p~t~nt pr6t'~~ti:~~"were avai;i~b.'l'~ to you
rou~hly what effect would this have on your:

anyone else in Australia.

(a) capit~l investment in Australia? (please tick)

No change

Increase. indicate precent increase

Decline, indicate percent decline

Don't kno....
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..'.. '.- .-'."don't, know'

'don" t'know

substantiaL._. moderate.:~.~ ri;iri'im~t~'~'-..

substantial .... moderate .... minimal ....increase

decrease

recruitment of people from other
orga.nisation:;

(a) sales

no change

decrease - s~bs_tan,tial .. ,.. moderate .... minimal .•..
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(b) profitabii'i'ty'.

"increcase - substantial..... moderate,.,.,••' Illin~mal_••>••

(j) other - please -descr'-ibe

Ie>

pUbli's'hea' pat~nt ~pe~ific~"~i:~~:~
h~'+d_ ill. _pa_~:~n-~,of;fi:ces_,~r _j=3:-,se'1J:.1,er~

(d) technical interchange with other
'firms, e.g., joint ventures;
licensing,' etc.

Rank

decrease - subst~~ti~~~_'•.. moderat~.. :•. minimal:.:".

(c) exports ~rom Australia

rio ': change: i;'f :~:. :.<: do'n!t:"know'.•:.' '-~'-.

increase . shbsf'aht'i~i .... moderat-e-~'... '~;ini~~I•...

(b) :inforrna-l'contactwith: people'
in other organisations

(i) overseas visits by executives,
Rand:D,personnel"technical
personnel

(g) conferences and seminars

(h) universities

(f), 90ver~ent

(a) technical'andtrade journals

14. How has your business in Australia over
the last decade been;'affected:'by patehts
you own or hold under license?

13. Whatar.e:your .firm~::-s 'main' s,ources;;'Qf:;R<:and-C
information? .Pr-E:i;a's'e' 'r'aiik l-~- '2';- 3~-'etc';'"



rs. Ho\~.'has 'your-"bushlcs's. in Au-sfrnliari~cT:t;he;i-'ih:h;tlc,c::id~ .bben ;~ticcted "by
P;3tC?,tS. qlffl,cd, or>h_~,l~ uJ;l,l:1~!: lic.cnc~b)' others'!

(3) snIes

No changp._

Don't know

Increase:

Dccrcasc r:

mcdcrut;c 0 minimal 0
moderate 0 minima~ 0

No ch.mgc :0'
Don'i 'kn'o\1 [J

"

Increase:

DeSTeD-So:

substantial 0
~ubstanti,al::p-

modcrnt~ 0
moderate 0

minimal 0
minim~l 0

~'rc~_b~re, ::m~ fm-thC;T:cO,mJTJCnts you __ wouj d like t~
petent -system in Australia?

.expoTts fro~ Aust-ralia"

No chonzc·O
Don'1. know 0
Increase: substantial

-,

16.

(e)

Decrc;lsc: substantfal
o
o

moderate 0
.eodcrntc 0

lllinimalD­

lDtnirna;O
make about the
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Usepf; !'~C<&J~GTJ)ythe ~~~A. Japanese Gr.o\lp Members
---On the Resul tsofan August, 1980 QUESTIONNAIRE 3urvey--

Japanese GroupConunit tee No. 3
Ken-ichiOoya
Yasuhiko, Adachi
Nobuo Okabayashi
Hideo Ozawa

Tsugizo KlIpo" Speaker-

'PIPATokyo congress
October 1980 ..

SUMMARY

Th~>Jap"neseG~ouP Comll1itt~ No. 3 has conducted a

seCOndsu.r'vey onth" above su.bJe"t' to asd",r.E~inthe
members' experiences and opinions relating to filing
patent applications under the Patent Cooperation Treaty
(PCT) and the European Patent Convention (EPC), subsequent
to the first survey conducted in 1978, which results were
reported at Nagoya in 1978 by Mr. K. Imai.

Regarding EPC, the respondents in general are in
favor of using EPC, especially the chemical companies. An
increase in the number of EPC applications is reasonably

expected in the future.
However, regarding PCT, many respondents have a

negative attitude toward PCT. It seems to be necessary
for the PCT system to be changed into an attractive and
favorable one for applicants.
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21%
25%
.50%

4%
100%

analysis of, the present

1978 Report and, the 1979

11

52

;26

2.

following is, an

reference to the

Total

Mechanical

Electrtcal:
Chemical,

;Others'

The above data shoW;' ;that, one ,half ; of" the

respond"nts ,are; ,chemical 'companies,,: -andjtihe other half

is almost, evenly divided, Lnbo e,lectrical .nnd ml"chanical

companies.

'1'he

survey with

;R",p()rt.

I. INTRODUCTION
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About two years have passed 'since' it became

possible to effectively file patent applications under EPC

& PCT; TO'asertaili" thelatest atti tudes ,experiences,

developments and 'opiliions<of<the PIPj(' Japali'ese Group

quEi's£ioririaire, 'similar' 't'o the; rTr'st< survey' 'in "1978 ;'was

mailed to' 'all members (5'T companies}.

Itis<ourhope' tl1at the present' r,eport' onrthe
basis ',of 'tl1e'resuHs JOf'this" second>stirvey,<together Xwi th

'the 'first sur.vey're'port"in 1978 (hereiliafter '''1978
'Report") and the' corresponding surveyvnepor-t. by th",New

YorkPat'eirt' "Law "Association'<in; '1979,' '-r'epor;te'dat

',Philadelphia" 'last 'year'byMr; R.· Spencer (hereinafter

:"1979 Report"), will be:'helpful and informative for 'you

wh",n: using EPC.alid,;PCT"inthe,' future, A copy, <o'fe, the

:ques,tionnaireand;the res,ul ts;are a ttached:'herewith.

Of the 57, questionnaTres,;mailed out'i; 52, (91%)
were returned. The figures of the respondents classified

bytyp","()f",ilidustry, are as: follows e:
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1-(2) Percentage of;EPCappliGations to the total number

of foreign applications

115 (87%) .or .th!, 5.2 r-espondent-s hav.e EPCfiling

exper-Lence., This,. perGentage"Gloselycorresppn[ls to.84%

(46· of 55 r-espondents ) in the 1978 R"port\whichstat"d a

positive, attitude toward EPC, thatIs,.theyplanl'led,tp.use

_EPC, either positively, or onja·.trial bas ts, It, is

interestll)g to·note that 83% (lIJof.the 52 respondents)

filed.cEpgappllGatlons.ln the ,first,halfof.thisyear. It

. Ls supp osed that a large number .0fJapanese companies"w.ill

begin t.o posi,tivelyor aCUvely.use EPC in .pr-ao.t.Lcerand

cont.dnue ·.to ma'Lnba Ln such' an attitude '.towardEPC.

Regarding. the total number of. 'EPCapplications

filed until nOw per respondent, a majori.ty of the

"res·pondents·.filedonly 50 or leSS/applications t hrcughvt.he

EPC route•. However, of'the13eleGtrical Gompanies,one

t n filed 101 .or- .mor-e 'EPC.applications.

·1,,(1) ,NumberofcEPC Appications

II. EPC APPLICATIONS

31 % (16 of'the 52 respondents)ans.wered that the

percentage of EPC'appl icaticms to the' total number of

foreign applications in. the; rJrst.halfof'this year is

less than 10%.

23% (12 of the 52 respondents) state that it

ranges betweell>20%'and 50%.

In ·this'respectpsorne dlff'erellCeS amollg·the·types

of' I.ndtJstr'ies "callbe recognized; Fer example, the

chemical and electrical companies tend to file

signIficantly and'acUve11 mere EPCappllcat'ions than the

mectian icia'1;", compan ie3"~

Of 11 mechanical companies, 82% (9 compan i'e s )
··············"··'answerecl



total number; of f'or-el gn applications is less than 10%. In

the electrical industry, 'only 46% (6 of the 13

respondents) answered with a percentage less than 10%. In

thechemicalindustrY.i·onlY35% (9 of the 26 respondents)
answered with a percentage less than 10%.

4. chemical companies and 1 electrical company

·As can be seen rr-om the.,foregoing, generally

speaking,. the chemical, electrical and mechanical

companies, in that order, use EPCpo"itivelyand actively

at the present time. .It. may be a reflection of, each

industry's attitude toward EPC.

1-(3) Number of Designated countries Per EPC Application

A majori ty of companies answered that .the average

.number- of. des.Lgna.ted.vcountr-Lea per EP.C application was 4

or 5. That is, 29 (64%) of the 45 respq'1dents,designated,

on the average, 4 or 5 countries in one EPC application.

However, there is- a signlficap,~: difference

betwe.en .the, .mechanicaland other industries. In the

chemical and electrical industries, many companies

designated 4 or more count.r-I ee in one ;EPCapplication.

That is, 21 (95%).. of;the.22 chemical companies and 11

(92%) of the 12 electrical companies designated 4 or more

countries per EI'C application. qll.thecountrary, only 4

(44%) of the 9 mechant eaj, compan i es designated 4 or more

(4 or 5) countries in one EPC application.

2 chemical 9.ompanies d.esignated 8 or more

countries.. Those which designated 6 or more countries

wcr.c6ch.emical.companiesand 1 e l.ec t r-LcaL .company ,

Accordingto.;the.19'i'8 Report;j2 '. (62%) of the 52
r-espondent.ajsa t.d t.hat ;tp.e number of designated countries

is preferably 4 or more'. This percentage is not

drastically different from 84% (38 of the 45 respondents)

of the,present.survey. It appears to be.widely.believed
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EPC

To sIlIlplifiy filing procedures

To save tiling expenditures

'To choose English'as

an official language

To silllplffy filirig

pr'o-bedure -arid -pr-osecu t Lori'

'To save: 'f-iTing experises,

'-The'tis'e of-Engl'ish as'the

bfficial> Language

Reasons for Filing

ApPlicatioris

74% (32 of 43)

74%(32 ot 43)

58%(25 of 43)

84%(36 oT43)

81%(35 of 43)
; ';:;70%(30 cif- j 4J )

1-(4),(5)

The '1978 Repor-t alsoUillstrat",d that ,the main

'reasons tor -filing EPC applications "er,,:

-518-

The 197-9 Report also - stated the above three

that> 'EPC 'applications should,befiled i n: the case ,where

there' are at least, 4 designated countries'.

It ahould be noted that • ,of the' chemical

companies J a lmost- all :the-'pharma.'ceutlcal:companiestend:to

designate 6 orillore' countries in one' EPC 'appli'cation, In

add.lt Lon," 2" ,phar'maceutl'cal·"'comp'ariles 'designa t ed 8ar more

countries. It- is appar-ent that' thepha.rrtlaceutical

companiesuse'c'EPC much more than the o'ther"industries.

'from' the standpOlnt_o'f" both the percentage dfBPC

applications to the totalntimberoT foreign app'L ica'itons

and -theinumber- of designated countries.

The fdlloiwng are ma'fn reasons for filing EPC

apllli'caitons,'in theorder,iof' 'theirfmp-ortance; which the

,- 43 r-espondent.e: ariswere<l(rtluitipl'" cho l ce ) :
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ImoortantisRoute when the Invention

a High Paten.tabiLi ty .

Filinj';

and: .has

1-(6)

(a) hig~he.r.oostswhen avsmaL'l Inumber- of

count.r- i::e~ ,_~r:,~,'.::~~~s-.~'~I1<:ited,;

(b) possible drawbacks relating to

-oppos'Lb-i onj and

(c) criteria.~of examination ar-e notcl"ar••.

avoid the result of so-called "alL or nothing". The other

main reasons for not using EPC are:

The abovevr-easons for .not using EPG are ..'also

listed in; the 1.978~and J 97.9 Reports asthe.major. r-easons ,

In the case where the invention is important and

its patElntabili,ty is high, a majol'ityofc.o.mpanies use

EPG. 38 (73%) of the 5.2 r-esponden.ts answe.red

affirmati vely. This attitude or tendency is remarkable,

particularly in theelec.t.rical industry. 12 (92%) of the

13 eleotrical respondE>nt'Lindicate such a strategy.

Taking into consideration such data, it can be

rElcognizedto be necessary to periodically watch the first

publicationsof"iPG applications.

Conaequent.Ly; t her-evLs.i.novs Lgn Lf'Lcant: di fference

of understanding and t hough t, regarding the merits of the

EPG route between the American and Japanese respondents.

It Ls-appar-enb that t he mai n r-eaaon-f'or- using EPG common

.to.,",the ,Un,i t~,d ~,t;.,at-es:~n,d :Japall is>~I:.ec0t:J.0mic,I.I.

The 7 companies .which have noEPG exp.eri.ence



Many companies remarked on themeritsofEPC

applicai t.ons: as follows:

Important

that there is some

regarding economic

companies said that

·Patentabili ty

To. decide at an earlier stage

the patentability by using

a search report

Tosimplify·procedllreand

pr-osecut t on-:

when . t he. I'nverrt.ion is

7 companies

8 companf es

but does;not'have a

Filing Route

1-( 10) Merits and Dt'awbacksof EPC Applications through

Actual EPC Filings

1-(8),(9) Filing Route when a Patent Applicaiton is

filed for· the Defensive Purpose or when

Practicing the Invention is not determined

In the case where the invention is important but

its patentability· seems to.benot high, a majority of

companies (87%; 45 of the 52 respondents) selected the

nationalr.oute. There is no significant· difference among

the types of industries.

In such a case, . one haIr or more of the

r-espondent.s answered that the·EPC route was selected.

About one third responded choosing the national route.

Only.· 4 mechanical companies answered that they use PCT.

It seems that the mechan l.ca'l: companies" attitudes 'ar-e

various.

1-(7)
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It is interesting to note

significant difference in opInIon...................
advantages among the respondents. 3



'EPCappliCiatiohs eou.Ldisave t'f1ini>'costS, b\it'3 other

companies answered that EPC app I'Lca t Lons 'resulted in

higher costs than their estimates;

The t.o t a Lvcos t svun t I'L' issuance> ot'a patEmtcan

not be clarified at present; so that a ' survey' on such a

subject maybe expected 'to be conducted in the future.

1-(11) Criteria of Exmaination

3J: '(69% r of the 45 r-esporiden t a said 'that the

cr-t teria of exam.i nabdon :-fbr-EPC:applHia'tibns'is somewher-e

between West Germany and Britain. However, 8 (38%) of the

2,1 chemicaF>respondents answered that the ci'i teri':'of

examination for EPC applications is similar to West

German. This percentage is higher than the other

;'lndus'tries ,

1-(12) Training of Patent starr for EPC Applbiations

The patentstaU of the respondents are trained

or educated, inval'ious'manners, al thoughrelati veJ:y'many

companI eS311s:wered·, "-seTf~''teachfngn.

2 electrical companies answer-ed that their'

patent staff now stay abroad mainly for the pur-poae' of

mastering EPC practices. It is supposed that a reasonable

number of other companLes also send:,trat'nee's't'o'EUrope(.:'f,or

the purpose of studying EPC practice and each European

country's patent system."

2-(1) Future Percentage orEPC Applications'

25 '( 50%)' of the SO' r-esporiden t s 'answeredthat they

would notcliange: t herper-cen tageofEPC appl ic'ationstO the

total number of foreign app l t ca.td oris, -Th'e' satrle'·"'nhniber
(50%; 25 of the 50 respondents) indicated that they would

increase it in the future.
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III. POT, APPLICATIONS.

1-(1) Number of PCT Applications

Applications

.Reaeons for Incr'easing the .. Percentage, ofEPC2-(2)

During ,the, last"t,wo. yea,rs ,19.(37% hof the 52

respondents did not file any PCT applications. This

per-cent.age can be, recognized .to be reasonably high as

compared wi th th" cqrrespondingpercentagecof EPC( 13%: ,7

°F"the,52respondents) ,

Mqre than chalC,of the mechan icaL compani es and

chemical companies,inpi,catep, that: they __ wouldnot<,change

their present per-cen t ag e , pntheother;"han(j,mor;,,' than

t,wothir;dsofthe"l"c~r;icalcompaniesLnd i cated that they

would Lncr-easeisuch .per-centage ,

According,to ~he 1978 Repqr't, many companLe s

(62%; 34 of 55) answer'ed that they tr'ied to use EPC on a

trial basis; at the p.:r:,l?s~n;t t~~me', in gener-aL , many
companies appear' to positively use EPC. This analysis is

also suppor t.ed by the facttha.t t.her-e ,exists: no company

,iIlteIlding to. decr-ase, .such-per-cent.age.,

These reasons ar-e almost the same as those for

filing EPC applications as mentioned-above. (see 1.1.(4»

Thenumb"rof, compaIlies(56%l 10f 25), expect i.ng

to decide at an ear-Li er- stage the patentability on the

bas is: of, a s"ar:chreport is incp"asiIlg·, , That is, high

"'llla1ity s,earchreports: by.EI'Q:,.arelarg"ly ."xpecte(j •.
Regarding simpleprqcedure/prose.cutioIl and, low

cp"ts ,those.me,r;i-ts:wil,l be.r;ecOgn ~z ,,(jand,lltil i z ed by the
r-espondent s ~;



1-(3) Number ot De'signated Countries per PCT Appli6ation

The major reasons for notfiling PCT applications

are as follows:

ot the respondents, this

Only 2 electriCal i f Chemical

are exceptional.

Complicated procedurs

High costs

What ,to do is not clear

-523-

10% (23 of 33) An application can be <:rgently

filed

58% (19 of 33) Japanese language ,can be used

52% (,., or 33) To learn what to do

14% (14 of 19)
42% ( 8 of 19)
42% ( 8 of 19)

, 26 (14%) ot the 35 respondents designated on the

average, 4 or 5 countries per PCT application. There is

no significant difference between each type of Induatr-y,

1-(2)' Percentage oFpCTAPplJ.caifdns to the Total Ntlffiber

otForeign Applicaitons

1-(4'), (5) Reasons tor Filing or Not Filing PCT

Applications

Regarding most

percentage is less than 5%.
and 1 other type companies

The main reasons for filing PCT appliCations are

as follows:

Just half bt· the' 26 chemIcal compan I'e s have not

yet tiled aPCT application. all the contrary, 3 ot13
electrical companies tiled more than 11 PCT·applicatibns.

During the last 12 months, 23(44%) ot the 52 respondents

did ,not tile anyPCT applications,aIl increase over' the

last one year·period·,lndica.tinganinCreasing negative
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IV. CONCLUSION

theto

Applications

PCT applicationsFuture Percentage o(

total number o( Foreign

2-( 1)

Only 4 (8%) or the 49 respondents intend to

Incr-ease suchp"rcenyagein. theruture.Also, ,2 (~%). of

the 49 intend to decrease it. 31 (63%) or the 119 have a

"wait and see l l attitude.

Regarding PCT, most companies _have negative

attitude. At i.e~stforthe time!J~{ng, ariincre,ase of PCT

applications cannot be expected. Further studies and

an attractive and (avorable

It seems not "to be expec t ed tp"f(ecti vely

utilize aniLn.ter-natLonaL s earch ;repor,t,., II). the caseof.:_P;~T

appLiea tipl}s.

Regarding EPC, the number o( designated

cP~l}tri,,~ appear-s t o . be ~~~mpo,.yantfacyo,.)l},ch?osing

·th"·EPC route: For' such a reason, the chemical companies

which Aes,ignat" u"ua;tl:r many count r-Les are, the most active
for EPC fil Lng s , In par-t I cular , the phar-maceutLcaL

companies ar-e activelYusingEPC,
lihat the respondents expect (rom EPC

applications are mainly economic advantages such. as simple

procedure/pro~ecutiori, l"~""sts ~rld,;t~el~K~' . Also, ciariy
respondents are appreciating thehigher'luality o( an EPO

search report. . .' . . .
A main reason (or not using EPC is that most

companies (ear putting "all o( their eggs in one basket".

Iti~ supp.osd:~hatth" rlu~bero( de"ign~ted, c,()~ntries, the
importance' or the itlven£Ion, its~atentab{lity and other

reasons will be checked in more detail to determine the

f'iiirigrot{t~i'ri''v'i'e'w' otth':et~' accu-~~la-fe~ - exp er Lence a,



~1CN'lAIREAND RESOLTSOF SURVEY

'Of the,57 questionnaires mailed out, 52(91%) were returned.

lVIech. EIee, Other{s) Total

I
on
ec
on
I

Your corporate.nElfOO:

Type oflnd~stry: [ J Ele~triclll, (lCIlW'iclll, []~chllnical, [ ] Other Is )

I. Use of ER:

I. Regardirgstat,usqfEf(: IlPplil'8~iOl)~

(I) Hem manyER: applications has yo~r ~arp9.l)Yfile<l to date?

El ee tr ical & ~c,l)arical Ca1l>anies Chi;""ical & Other Coopanies

[ I a. 101 or, roore [ ] a. 51 or roore

[ ] b. 51 to 100 [ ] b. 21 to 50

.r ] c. I to 5,0 [ ] c. I to 20

[ 1 d. 0 [ J d. 0

Answers

52

52

a

b

c

d

11

o
o
9

2

13

I

2

9

I

2

o
o
2

o

52

I

7

37

7

(2) During the first,half of this year, the nunber of ER: applications

was what percent of, the total nunber of foreign applications?

[ ] a. 50% orm,:>re a 0 I 4 0 5
[] b. less than 5096 b 2 2 8 0 12
[] c. less than 2096 52 c 0 4 5 I 10
[ 1 d. less than 1096 d 6 5 ~ I 16
[ J e. 0 e 3 I h 0 9



Answers Mech. Elec. Cham. Other(s) Total

(3) How many destgnatedcountr les represent the average nurne for your

EK: appl

[ 1 a.38 or rmr e a 0 0 2 0 2
:/!'" ,'-,

[1 b,,6 or rrore b 0 I 6 0 7

[ 1 c, 4 orrrore
45 4 10 13 2 29e

[ 1 d. 3 or less d 5 I 1 0 7

(4 ) If you checked the above itam 1(2) a, b, c or d,.wh~t is(~re)
your reasonf s} for fHing EK: applications? -.

[ J a. to sa~ePWngex!?en~es; a 7 9 17 2 35

I [ J b. to s\'Wc1ffY0cNing!?,?c~~ur~,,~~,Pr?secutiow b 7 9 19 I 36

'"
:i ,}[> ro

cc ( J to delay or, obviate the filing of translations, e.g., West Gennany; e 1 3 6 0 10
0>
I ,: ,,',,- :>.>...... >'_':_~",' ,'">,, ',',:','-,' :,:..•:, ,-",_,,,,, .. ':>.),<"';',,','/, -':, - 'i:;;-::.- .i-.. ;"._,',--,:.;,

[ 1 d. }~~u~eor)Epgli~h ~s.th~,i?rf.i9ial language; d 6 11 12 I 30

[ 1 e. easier to obtain patents in certain countries which have high

standards; e 0 I 4 0 5

[J f. rights in regis,tr/iltiC?l1_,or non-exeml nat ion countriesrray be 43
, .,..-".... ", -","; " ""<"',:,.;.,,,-,,,"',

strengthened; f I 2 4 0 7

( 1 g. to anticip~te future transfer to CPC; " 0 n 0 0 0

[ J h. to detenni~e at an earlier stage the patentability in view of
h 3 2 7 0 12

[ J i. to learn wtiat to do regarding EPC; i 4 3 7 0 14

[ J j. to delay the payment oftranslaqonfees, patentf.ees and the I ike; j 0 0 I 0 I
·c>

[ ] k ......+1-..<> •..,. t ; ..... .;,. .... ;;.. \ k 0 1 0 0 I



Other Cs) TotalMich. Erec.Answers
(5) If, Y9~~he9ked ttt~abtlve item 1(2) e, what Isf are) your reason(s)

.for. ntlt.fi lingEfC applications?

[ 1 a. it,~y resul tTn either no patents or, alternatively, patents in all

th~ .de~ignatepcountries; a 3 0 ;4 0 7

[ 1 b. it ~y inyolvec?nplicated pro~~dures; b 0 0 0 0 0

[ 1 c. it may result in higher costs when a small number of countries

ar.~".qesi g,l11lted; e I 0 '2 0 3

[, 1 d',P1!'r~.,oppo.siti,on~lTI!lybe: lodged than for current national

.!lpp,l,i.;ca t j ons ; d 0 0 n 0 I

L le. exaninet-s are inexper Ienced in handltng' ~ appli cat ions; e 0 0 'iO 0 0
I [ l f. _,criJ~ri~.o(,.examinationare not clear; 9 f I 0 b 0 3ct
ec..,

( 1 g. 1tbe~~sdifficult ttl obtatnpatents Inregi.str!'tion orI

non-exanlnat Ion countr.iesj g 0 0 11 0 I

[ ] h. it is required to sutxnit translations of the priority doeurentsj h 0 0 ;0 0 0

[ J. i .. unsure .ofwhat ttl do] i I 0 :0 0 I

[ J j. thetemlfortlPposition is long, and it takes a long time until

graptingofthepatent right; I 2 0 H 0 3

[ 1 k. obtaining a patent is delayed as compared with national

.appl.lcat.icns in certain eountr ies; k I 0 0 0 I

[ 1 I. others (sp~cify). I 0 0 2 0 2



Answers Mech. Elec. ChErn. Other(s) Total

(6) If the Invention Is Umportant, for example, because It Is currently

and has high patentability, which of the following

[ I a. EFCappllcaU'on; a 7 12 17 2 38

[ I b. nationalappl\lc,atiops filed In several European countries; b 3 2 10 0 15

[ I c. !97l1"tlonal!appllcatiop;
52

C 0 0 0 0 0'

[ I d. !9-EIC applIlcaUol). d I 0 I 0 2

: t .

(7) If the Invent Ion !slrrp,\rtllOt" for exanyle, because It Is currently

but lla,s no Ng~pa~~n~abil\~Y"whl~hor th~ following
I
en

'" [ I a. EFC,~pp[lcat\0n; 0 4 4 0 80<> a
I

[ I b. n~tipnalaPPVcaUons filed In several European eountr Iesj b 11 10 23 I 45

[,I c. PC!'7naFonaJ lappli~atiol);
52

C 0 0 0 0 0

[ I d. Per-EFCaondcaUon. ' d 0 0 0 0 0

(8)

[ I a. E1C~pPlic~t1on; a 3 8 14 I 26
'l :',

t.: b. nation~lapplic8tions; b 5 I 11 0 17
"1 .' ,', , .... ,

47[ I c. Per-nationallapplication; C 2 0 0 0 2

[ I d. Per-EFC application. d 2 0 2



a .6 9 ,13 2 30

b 2 4 lH 0 17
51 c 3 0 0 0 3

d 1 0 '0 0 I

(9) Which WDuld you chqqs~, EPC application, PCT application or national

appl icat i ons }obefil.ed.dn several .Europeancountriesfor.the

Invention, the practicing .ofwhich is not determined because it takes
a long .t irre ito ,eYli:1.u,ate,:i,t?c,

[ 1 a. EPC applica,tiolH

[ 1 b. natio"al,applications;

[ 1 c. !p;~."atiqnaI app,I;lca.Jio,,;
[1 d. R::Tc~ .appf IcatIon,

Answers Mech. Elec. Other(s) Total

(I company)

companies)

teria of

(8 companies),

companies)

Merits: simple procedures

search report

low costs (3 companies)

use of EngI

Drawbacks: compI

(3 companl"s'

(10) What meri,t,s,and drawbacks have you reeogntzed after your actual

p IingofER:;applica tion(sHy( opt i onal)
I
on
'"<0
I



Answers Mech., Ele~" cnen, pther{s): Total

(II) What is your feeling regarding the criteria of exwnination for

EPC applicatibns?

[ J a. higher than West Germany;

[ 1 b. similar to ~st Germany;

[ J c. between West: Germany and Britain;

[ J d. similar to Britain;

[ J e. lower than Br itain.

a 0 u' u, 0

b ,,8 ,0 13

45 c 8 8 13 31

d 0" I ' ' 0 0 I

-e.. 0 0 0 0 0

32

17

34

7

o

2

33

18

22

31

41

3~,

I

I

I

I

o
I

I

1

o
o

a 0

b 9 7 16

c 2 5 10

d 5 7 10

e 5: 9 16

f 8: II; 21

52 f"1 5 9 18

f-2 7 7 17

f-3 2 7 7

f-4 ,6 8 19

f-5 I I 5

g 0 0 0[ J g. others

(12) What method(i) of training patent staff for EPC procedures were

mal nly used? "

[ J a. abroad;

[ 1 b. outside the 'carpany, excluding, AIPPI seninarsj
.~. ..-, ", . " , ".-'-

[ 1 c. AlPPlsemina;rs;

[ J d. within the C:arpany;

[ J e. t!,~pul1t dailjYpr,actlces;
[ 1 f. self"teachirig. If you .eheeked this i tern, what material (s)--.',', . .-':'-' ,,".. ' "', ..... "

didyo~use~

f-::11'~ Guidel ines;

[ J f -~ Imnthlybull,etin "PATIlNr M\NAGFMENI''' issued by

l Japan patent Associatlon,

[ ] f-3 infonnation fran,the Patent Attorneys .Assoclat ion
~ ''- ,.' '.-,

of Japan;

f-4 information from foreign' agents or associates;

(specify).

r

'"gj
I



Answers Mech. Elec. Other (s) Total

(2)

[ 1
[ 1

I
ct [ 1'"~
I

[ 1
[ 1

[' J

[ 1
[' J

2. Regarding future use of EPC applications

(I) Do you Intend to Increase your percentage of EPC applications?
[ '] a, increase;

[ 1 b. nocllarige;
[ 1 c. decrease.

If you checked the above itan 2(1) a, wllat Is(are) your reason(s)

for increasing the percentage of EPC applications?
a. t6 :sav~'finng'::exp~~:'~~s;

b. to slrrplify filing procedure and prosecution;

c. to delay or obviate the filing of" tr"anslations, e.g.,
West Germany;

d. the use of English as the official language;

e , easi:erto'obta{ti' patents in c~rt~Trr cb~nt-r:i-~s;:~tdch ha:~e~ high

e'karitiha.t1bil- -st~dards;
f. rrght'~: in" :re:g i s:t~atidri'or':' 'n'o'n;,.eiWiu ri~ii'bn:cdUh'trIe~rina}V8~:

determined and strengthened;"
g. to'an~ {cIpat'~- -fh{li~~-'Y~kri~}i~:r': to CICj

h. to determine at an earlier st":ge the" patentabf Li ty in view of.. : .:. ' .
a search report;

[ 1 i. to delay the payrent of translation fees, patent fees and tile like;
[ 1 j. others (specify).

50

a

b

e

5

6

o

9

4

o

7

8

3

7

I

o

2

o

6

8

I

3

o

4

I

o

I

I

o

i
o

o
I

o

o
o

4

I

o

2

2

o

19

20

8

16

4

6

o

14

2

o



(3) If you

for

[ I a.

[ I b.

[ I c.

[ I d.

[ J e.
I [ If.'"'"to [ I g.I

[ ] h.

[ I i.

[ I j.

[ I k.

the above" itEm' 2(1)' e , what is(are) your reason(s)

percentage of ~ applications?

in either rio patents or, alternatively, patents in
'd~sj:ign'Jt;~d'c(Mri'ti-;'i"~~:';

':'hdtP'6'~d~t~if proceduresj

.io~'; 'h-'t-' "h{l'h:gh~{'cd~'t-~-<~~ri"j{'shi'u'riihh~r"of:hotirttr i es

Imy be lodged 'than for current national

inexperienced in handling EPC applications;

<!>rj '~:x'~i-Aatr6:n "Jr_Jrioefcl~~'iif';

iri'-:i'egistration or

offhept'iority docllllents;

oSpo~niori{i§ lClrig ~nd Tt't~k~s h6iigtimeiiIltii

the patent right;
patent is delayed as compared with national applications

.countr ies;

Answers

o

Mech. EI~c. CtlEm. Otherf s) Totill



to date?

and other companies

or ITDre a 0 I 0 0 I
to 10 b 0 2 j 2 0 4

to 5 52 e 8 8 11 28
0 d 3 2 13 19

II. Use of R:l'

1. Regarding status of R:l' applications

(I) How many R:l' appli~ations has you~ colPany filed

Electr ical and Mechanical Cmpanles Olernical

[ 1 a. 21 or rrore [ 1 a. 11

[ 1 b. 11 to 20 [ 1 b. 6

[ 1 c. I to 10 [ 1 c.

[ 1 d. 0 [ 1 d.

Answers Mech. Elec. other(s) Total

During the last twelve rronths, the nUtber or'R:l' applications'

was what percent of the total nUtber of foreign applications?
a. 5% or rmr'e

b. less' than 596

How many designated 'countries represent the' averag~ nUtber for your
R:l' applications?

a. 6 'br::'trore'~6~n;t~r:i'~~';

b. 4t"ri{count~r:{eg";:'
c. 3 ~ouIl:fr:i~s' or: l'ess.

I (~
~w
W
I r 1

r 1
r 1

~)

r 1
[ 1
r 1

c. ID6
52

35

8:;

b

e

a
b

c

o
7

4

2

3

7

3

o
10

I

I

o
I

o
I

o

5

24,

23

I

26

8



Answers Mech. Elec. Chem. Other(s) Total
(4)

[ l a.
ri b.
ll c.
[ 1 d.:

[J e.

'[ ] f.
'[J g.

[ ] h.
I

'"cc
(5) If you...

I

for not
[ 1 a.
[ J b.

[ ] c.

[l d.

[ 1 e.
[ 1 f.

[ J g.
[ ] h. others (

the above item 1(1) a, b or c, what. is(are) your
filing Per applications?
filing procedures;

Japanese language at the filing stage;
of translatIons;

:ou~~~i_es with,:_:~I~,_l~ p~oce_d,~,~:~~ ~~_;_:,l_~~: ~o~t~J
of withdrawing an appiication after re~;'ipt "tan

search report;

of urgently filing an application;
to do regarding Per;

the above it~ 1(1) ·d, what is(are) your rea~on(s)
Per appl icat ions?

withdraw an application 'after rJcei~t 6f an

report;" _'
tional search report' in -"the'case"'of ICI'-EfC

~'" .", . - '_,_: _, ._- - i-', ."

_1 __".>::-",,- .''.'<-,,':'::::':< -,,::;,.\ " ,-,::_(-:<',;>i'-'~'S

'cannot obtain reasonable advantages because the Uni ted

*~ri6tis; pf-b~i~'i!6ns;

procedures;

contracting states is small;

to do;

a I 0 I 0 2

b 6 6 7 0 19

c 5 I 4 0 10

d I 0 I 0 2 .

33

e 3 2 3 0 8

f 7 8 7 I 23

3
-;»

g 6 8 0 17

h 0 I 0 0 I

.
0a I 7 0

.,
2 3b 0 I 0

c 0 0 0 0 0

19
d 0 I 2 0 3

e 3 I 9 I 14

f I 0 0 1

g 2 0 5 I 8

h I 2 3 0 6



Answers Mech. Elec. Chem. Other(s) Total

2. Regarding future use of PeT applications
(I) Do you intend to increase your percentage of PeT applications?
[ -l a. increase; a I 3 0 0 4

[ J b. no change; b I 4 7 0 12

[ J c. decrease; 49 c 0 0 2 0 2

[ 1 d. dependent on circumstances. d 9 6 2 31

(2) If you checked the above item 2(1) a, what is(are) your reasonf s)

for increasing th~,percentage of PeT a~plications?

I [,l a. to si~l!fy ~ilingprpc~d~es; a I I 0 0 2
on [ J b. the use of the Japanese Language at the filing stage; b 0 2 I 0 3'"on
I [ J c. to delay th~ tI png o~ trans lat Ions] 0 0 0 0 0e

[ J d. filing in rrany countries withsinple Prop~dur~~ and PWep~t,s; d I 0 0 0 I

[ J e. possibility of withdrawing an application after rece pt of an 4

in ternati onal searchrepor t;,: e I I 0 0 2
[l f. possibility of urgent1Y,fili~ an application; f 0 2, 0 0 2

[ J g. better understanding pf POT; g 0 0 0 0 0

[ J h. others (specify). h 0 0 0 0 0





Summarized 'by T~Kubo

PIFA, October 19~0.

~ Atlg.)l1 are

6.23
6.67
6.69
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fro~:th~Arihuai'R~port1979 arid
the Latest Statistics of the EPO.

1978 (6-12)
1979
1980 (1-8)

Statistics relating to European Applications·

('2) Europeah~pplic'.;itfdnsacco~dili~:1;'0' co'untry"'of -aright

.(1) European "and' Euro/PCT.,applications

(J) Average number oi"desi.gna-f.iC?ns per a:i;p'i{cat~on

, ..... ,n,". ! 1980(1-8), .' ' .. 1978 (6-12) .... 1979

European applications 3599 . 11020 11052

Euro/PCT
.....

489 (14%)
. . .

1515 (14%)1719 (16%)

,.,Country ...... ...., 1978(6"12) . 1979 .. •198iF 0.28) .
, .".': .....

•.' lklO .<J4%) . 34b3 (3 1%) ;C:7
,-

.F:l;!d. ,Rep. Gel"lIlany; '''''''''' , 3293(JO%)

United' States
..

932 (26%)
. ' ....

2565 (23%) •2708 (25%)

Fr-ence. .... . . '. • 312 (9%) 1200 (11%) 1320 (12%) . ..
United Kingdom . 347 (10)6) 1079. (lC>%) 988 (9%)\
Switzerland 257 ( 7%) 694 ( 6%) 672 ( 6%) ." .

Japan .. ' .. 105 ( 3%). • 518 ( 5%) . .. 817 ( 7%) -
Netherlands 141 ( 4%) 341 ( 3%) , 367 ( 3%)

I
295 ( 8%).. 1007 ( 9%)

.. . ....
Others

••
103? ( 9%)

.. ' . ..=:cc -
.....

Total . 3599 11020 11052..... .., .

.- --



filing
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3599Total

Language '0::f"fi-ling 1978 (6-12) .. 1979 19800-8)

EnglLs~:, 1603 (45'16) 5043 (46%) 5178 (47%)

German 1548 <:43%) 4353 (40ib) 4176 (38%)

French 399 ('11%) 1494 (14%) 1559 (14%)

Others 49 ( 1%) 130 ( 1%) 139 ( 1%)

Pkace of 1978 (6-12) 1979 1980 0-8)

Muni~h (52%) 5416 (49%) 5133 (47%)

'Uni Eed ' Ki'dgci6\k' : ')25 (26%) 3079 (28%) 3034 (28%)

France 309 ( 9%) 1176 ( 11%) 1371 (12%)

The Hague 398 (11%) 815 ( 7%) 809 ( 7%)

87 ( 2%) '. 534 ( 5%) 705 ( 6%)

(6)' "European applications;according-to language

Place/4'nl;)1;1~9r::,{" : 1978 ( 6-12) . 1979 . 1980 (1-8)
o.';

; ... ' .......
qu,"" - ..

Munich/~~~i~hc;':. 1886jt.j9 (P~! 5;4}?{q1J; (2:496) 5i'l3/f395 (21%)
: ',::,'! -",',

United KingdQ~7- '!25792i.. (')9,')96) 397')/j078 (9');9%) 3034/3033 (9909%)
En'g1lsh'

.. ..••... ; '··c·· '.' .. .-.
Franc~/~~9,~: {sh"',c

e

, :', : ' ;309/ rr ( 496) 1.176/ 45 ( 4%) 1371/ 121' ('9%)
~"- ..

The Hate/EHgii~h; c. 398/1'!4 Wi96)
,

815/ 423 (52%) 809/' 42}' <:52%)

;.; ; -v.. c; ';\
.



from the PCT Gazettesa

'(lug)'

;(39%)

00ib)

9%)

1608

145

307

7.6

5.6
6.5

-539-

197R (6-12)
1979
1980 0-6)

Statistics relating to PCT Applications

Compiled by Ta Kubo
PIPA, October 1980a

(1) p2·~ ap~ii·~~tibh~':·~:e~§~~:~

Sweden

United States

(2) rcr applications .a~cording to re_c~i,:,,~n,g office

United:

Rece i "Trig dffice"

Japan

Switzerland

Others

Fed, Rep ,

(J) Average number of de9ignations per application

France

Total



-540~

Oct. 1980

the Inter-

t should be noted that N.W.P. WallaceIn conclusion

Vice-President of the EPO, ,states in his letter that

Compiled and arranged by

Ken-ichi Ooya

Japanese group commi t tee No •..3

Questions & Answers on EPC Practices

are attached herewith by kind permission

national Committee.

Since the reply is' ve.ry helpful in under'standing the

practice of .t he EPO, some of the questions' and answers

accompanied the reply that t he views e xp r e.s s e d must be

regarded, to some extent, as provisional.

The In terna tiona ICommi i'teeof'Japan' Paten t_A's',~_o,cjation,

which is organized by Japanese industrial companies, in

April, 1980, received a~ourt~ous and polite rel'lY'to a

ques t Ionna ir e regarding the practic!,o! the jlPO whIch was

sent by. thejnternationaI Corrmi ttee to' .t he EPO.
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Compounds
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1 ...Special, Problems in the Chemical and
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on the following questions.

Ac.cor-dd.rrg' to the EPC, whole cont!=\I,lts oK, pr-Lo r- fi;t.e,d

a problem of the self-collision? Of course, there is the

applications are considered ,~:n:ci~.~~r'!!:i:-niI),g,:novelJY,not

obviousness in inventions of' later filed applications.

However, according to the Guidelines, ther~'::~::'~~'~fu:~:,:",t"d,be a

case where an application ci~i~irig i~~p6ITrid closely

related to those of prior f'ii~d '~p~ii';;k'tTbrt~, though not

the same, may be rejected a:~~;:-'iac'iliJg ho'V:Jlty. En-vthde

case, a self-collision may a:t{k'~.

priorities.

a European application claiming the multi-priorities from

the Japanese applications, if th~ filing ~f ~ '~lurality

of applications claiming the respective ~;{oriti~s poses

danger that the filing of divisional applications are

required for the European application claiming the multi-

(Quest:ion 1)

Can'we avoid ~:":p'J's~:ri.t/{iiiY" O::f'>th~;- self~c6ilis1.0h- Iby filing

This question arises only when you try to get protection

(Answer)

1-1 Self-collision

1. NOVELTY, INVENTIVE STEP
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(I)HOOC.,lGX'...,....".....N.~....•. ". '.'~
1/ /. /. .

•.. . '. N, .. ·.···•

Ci-CIO alkyl, which are not exemplified.

CI-CIO alkoxy and discloses the compounds wherein R is

forthe:prepar''!lt,:i.on .vof ...the cc omp ounda _,:wherein "R is Cl'-C 10

the e ec orrd .Lapan e s e app LLc a t Lon c on.t.aLn t ng- -s pe ca t'Lc t.ex.amp Le s

a.l;.kyl is filed, since t.he specif'ic"examph~swould ib e.vnew

and the later filed app.Ld.c a t Lons cover exclusively single

The first application claims the compounds wherein R is

of the formula (I).

for 'exactlY the""s'ame Lnven't t cn', 'In t lie" Case 'bt A'rt'1.'6i~i

54: CJ}-- :i~e:~ Nove Lt.y , no'coh'si(i~rat'10Il:' :fs'giv~h' to::Whethk'r

:rIl':()Fder"""~o",cC?yerthe,,,c9mpounds:wh~rein :B- is Cl;,;;,ClO 'al'kyl,

dhe::'dfs'cl'6s1.1re· is" equf'va't-errt ' "fe): ano'tli'e':r'i'di'-' :'ex'i:itTIple"btiib't-ine

if the first application is directed to halogen, compoup.ds

inaividu:aT hal'6geh- i CompoUh ds ·:t ha t ' have no t-vbe en merrt Lonecl

aeceucb in' 'tih'e' first:,; app-Lfc e ttcn ,

The first Japanese application relates to the compounds

(Question 2)

.equLv'a:le'ot::to't-r'if':l1idrom'ethyl'.:' If"<ybu 'f'iie'~ ;for: 'k'xk.fnp:f~,

a series of European applications 'r:e'!ty'i:n!f:,:ofC di:ff~r~--r{-tt



ma tt.e r-c Lf Lntr-oduc ed. into the ',fj,rst: applic~tionto-broad,en

CiPpJica,ti.pu clClirning;the pz-Lo r-Lt-Lee. .,fromthe.. two:~Japanese

<Cl:ppl~cCltion!=> ~d c over-Lng- the, .compounde. wher-edn. .,R,is, _Cl~ClO

alkoxy or: Cl ~CIO alkyl.

In this case, is there no problem with respect to the sel£'-

collision?

Does the :filil1.go.! .tihe t~o ¢or:responding-.,European _,appli_j

cation on different day or samedaycla~ming the; priorities

from the two respective Japanese application pose a-problem

of the self-collision?

(Answer)

If it seems important to you to keep the priority date for

theorigiIlally but very generally :'~1i~-h'los'ed CI-CIO alkyl

compounds you are entitled ':;.;;,' without" danger of e e Lf's-

collision - to claim in your second application those

specific individual compounds, fall1ng within the earlier

claimed range, that have not been specifically men t Lo.ned,

That means that you are allowed to claim compounds where

R .Le C2'C3 •••• . ..'.C9 alkyl: or', if 'youwailt,'R"1sisoprojJyl,

sec oradaz-y butyl, isoamyl, 2-methyl;;';06tYl';':etc., but'you'

must--not claim R is 'methyl, because the,meani'rig 'of' the

originally disclosed "end of' the range 'f'igureCl is methyl.

~544-



However," -vou e h ou Ld 'he 'al;lowedtb 0: cc Laim Ri:s <d ec'y1"iIi .the'

second app Lf.cat.Lon for trhe : 'abov'e given .u-e aaona , s d.n ce 'CIO

exists in a number of isomeric forms (this is'la borderline

case).

cation contains additionally a list of individua~ Cl-CIO

alkyl compounds which you think could possibly be important

(giving the explanation for this range R is methyl, ethyl,

propyl, isopropyl, butyl, isobutyl, secondary butyl, amyl,

isoamyl, hexyl, 2-ethylhexyl). For the disclosure of a

chemical compound it is enough, provided the avad Labd-Ld-try

is clear ordisclosed,to,give:it's'exact chemd.c a'Lvrrame ,

(Question J)

The first Japanese application relates to the compound of

the formula (X) in Question 2.

The first application claims the compound wherein R is chIaro.

After-the filingo.f>thefirst application; we vr-ea.Ld.zed-vth af

the scope of protection -in,theA:'irst_,application·is, too

n ar-r-ow ; artdthen f'L'l.ed the second Japanese' "app Ldc a t Lorr

claiming "the .c.ompounds.vwhe r-e f.n R ':is"fluoro, -b'r-omo.vor'

't r-Lf'Luo r-ome tihyL; It is'wel-l:known'irithe'-pharmaceutical :art

tjta t trifluoromethyl group is e'qudwa'Lerr t .co.vch t o r-o' .g-r-oup ,

Thereafter we: fi led one Eur'o.pe arr capp.L ic-a.t ion: claiming,the

- 545.-



p r-Lor-Lbd'e a __prom «the two, Japanese;"app,lic:at.ions' .and .c o've.r-Lrrg :

the, .compouncts -wher-eLn R- .Le, -chlo,ro,.--,-;-fluoro", __jrr-omoror;

trifluo-romethyl·.

In this case, is there no problem with respect to the

e e Lf'-cc oLkd.ed'cm1,

Does the filing of the two corresponding European appli­

cation on different day or same day claiming the'priorities

from the two respective Japanese application pose a problem

of the self-collision?

(Answer)

An ob j ectid orr of: -e e.Lfl-cco.Ld.Ls.Lon. -,,-cannot,be,_raise,d-. ' -The "firs,t

application coverlng the chloro compounds does not destroy

the novelty of the corresponding bromo, fluoro or trifluoro­

methyl compound. There is no consideration of equivalent

disclosures (cf. Question 1-1 (1) above).

(Question 4)

In-Question 1, the ,first,Jap;anese-;appli'cation·'do'es -n'o t

contain a: ,'suffiscierit, drb s'cLo s'ur'ev.o f" -th'e 'pr-epana't Lon "o,f,t-he

starting .mate r-d.a.Ls- -f'o r- rt h e compounds' of' 'the <f'o r-mu.L'a (Il.

After filing;;;t-he,fi~rs,t'app.j Lc a.t'Lon,': .we: rf'LLedt.th e.. 's'e c o.nd

J,'apanese'app,lica.t:ion: .c La.Lmd.rrg-vt h e -p.r-o c e a'a for: -p r-oducd.ng

the starting, .ma't e r-La'Le.vf'o r' ct he .comp oundsv.orct-he f'o r-mu La (T)

and c on-t a t.n.tng. a" s'ur r t.c Len.t drl s c Lo s u r-er-o f'v.the process.
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'.

'I'he r'ear t e'rc, we".:filed a''':Europ:eari app'licati6h'c'la'j:mit1.'g t'h'e

priority from the'·first '·:Japanes"Ef -app t-t'c at t'on 'and; Covering

only the comp'oundevo f th'e :formlila.:('I). :Af't:Elr :-the<fi-lirig

of' the;;f~rst;Etir:6p'ean 'app':lic'atToh.,'we ':file:d'tlies'e'cOrid

European app Ld c a't Lon claiming the 'pr':l<ir'ft'-y"fr6m 'th'es'e'C'ond

process

the starting materials for the compounds of the form~la (I).. .' . ,

Iri'thi-:s:da.'s:'e, i"s" :th'ere"'hbi problem 'as 'tb'the:",s e']:£,-"colti's-ion?

(Ans,wer)

Thi.-s~ is not a ~ase of self-collision, but of. discl0.-;ure.

A chemical -comp~und is only ~ufficiently.discl~sedwhen its

formula and manner of manufacture are described. It seems

that in your case the new compounds claimed in the first

application were not sufficiently disclosed. Therefore the

first priority is apparently worthless and it, should b e

deleted. However, if you can give evidence to show that

the skilled man was obviously able to p r'epar'e.. the. .sta'r-tLn g-

materials necessary for the compounds of formula I. TOu, .c an

effectively claim the Birst priority.

(Question 5)

In que s t.Lons 2 ancj), the claimin~ ?f', the priori ties from

the two Japanese applications filed on different days. in

filing the two Europ~an a~plication5 may pose the problem

-547-
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1-2 Selection Invention

If' a

to be patentable, must be superior to the prior art.

ment of priorities.

s,eLf-col:1,is,i.o.n -by Withdra~ing t.he prioJ:"':!-:t-ie;s f'z-om-vthe

J apanes e ,appLdcatid ons ,duJ:"'ing: tll,~, .p.ros ecut 'Lon 0 f:' ", 't he­

Eur-ope arr.flpplic,atio,n,s,.

are,f,ileq, on.vthevsame day, isi,t;possib,l-:e to avoid the

Under the EPC, a selebtion invention is patentable.

selection is made from within a group of compounds A-R, in

which A 'is the major 'part ot- the molec~l~ and R is a Cl_20

Please let us know to what extent the selection invention,

A case of self-collision would only exist in the circum­

a t aric e s -o f" questi()n.(2}, i.e. vhen. in<:both applications,

the same range of Cl-ClO alkyl compounds is disclosed.

You could remedy this deficiency by abandoning the Japanese

priorities but only if this were done before the pUbli­

cation of the European applications. After publication

conflict under Article 54(,3) cannot be avoided by abandon-

(Answer)

(Questi.on 1)

(Answer)

The Relevant Guidelines are, C, 'iv, 9.8 and 9.9.

.p£ th~sel~-collisio~.



alkyl group, of' the,.compourtds',.,herEdti'.:R,isCJ to' CS" then:

p nov.Ldecl vt.h.e CJ to ,Cycompounds::are novel -tihe Lriverr't Lve

step -wou Ldj-b e established ,i,fthese, : 'Compounds 'showed .un-,

expected,spe,cial:propertiesin, comparison :with' ·the"known

compounds , ,·Theselection .d.rrverrbd.on. would then b e.vpa't-en.ti ab Le ,

2. AMENDMENT

( Ques tion , 1)

According .to. Rule. 86." (3)-, the .app Id.c anb. is given at-'Teast

one oppor-bunt.ty.vt.o file an amenciment.ca.f'b e r- .th e-rr-e c e Lp trcof

the first office action from the Examining Division,_and

any further amendments are permitted only when the Examining

Division agrees. Does EPO propose to operate this provision

strictly, particularly as to the number of times the amend­

ments are filed?

In r'e Lat Lonr.rtio the .abovecquestLonjr doe s EPO .h a've. any. standard.

for giving, or withholding ,the:agreement:tofurther: -amend-,

ments?

(Answer)

In an s we r': to .t.bds.cques t.Lon. you are referredfirst','of'-all to

Rules 86 arid 8Hand,the cuacte i mee C, VI,; 2.'-5, 4.6",4.7, and

5. l:o~rom~hese it",i,s, seen that the applicant h'a.s.r-two

oppo r-t.undt Le a t o amend without the consent 'oftrt h e Examining:'

Dt.vd.st.on., firs:t,:,unde:r RUle',86.'{2) a.f.t e r-. r-ec etvtng- the' S'e a'r-chv
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Report and before receiving the rut.rst.c.r-epor-t f r-omo t he

Examd.nd.rrgoljdrvd s Lon and s e.c ond.iLnc-r'e.spons'e to the "e ad.d first

report -(Ru'le86f-3})'.- There d strior.s tr-Lc t; rule -Lntop e r-a t Lo n

by the -EPO i tt ov-ne e.t rd.c-t 't hevrrumb e r' <o ftvamendmerrf s tage's'~: The

vdecd e Lon.cd s-cmacle .iri, 'the cdmcumst arrce e co f each -app t t-ce.tt-on

by the Examining Division. The GUidelines 'clearly show that

the purpose of Rule 86 (3) is to bring proceedings

conclusion as quickly as possible (C, VI, 4.7). However,

't her-e.rwo'ud.drc.Le az-Ly be' c dmcums t arrc e s in which -f'ur-trh.e rc.

ameridmen-t'·:st;ages'.,'Would 'be rneededtrarrd thus' al;lowed:~

(Question 2)

In the instance the amendment(s) filed by the applicant on

the occasions provided for in Rule 86, (2) and (3) is not

approved by the Examining Division, what does the applicant

have in the face of such a disapproval of the amendment(s)?

: (Please- furnish us -With detaiTed-"i'n'fo'rmatiori on oehev o'r-de r­

of the:s:teps:, rtro: .be .taken,,·;:·the:':manrfer'·iu,wh:ichth'e- r-ebutta.I"

is to be made, and the'documents required, etc.)

(Answer)

In:the:circuins,tances of' .tihev Ex amd.nLrrg. 'DiYi'sioriwithhbldiiig

its cons ent-v tc amendments', 'f'o r-. ex'amp Levwhe'n 1 t" is consd der-ed:

that they would,' unduly' delay the proceedings:', the applicant

wiTl -bei.dn f'o r-me d" -tiha't-. the amerrdmerrtsrcarm o t be a L'l owed havi'11.g

r-eg'ar-d.: to Rule.:-86-(3),. lastsentence,:"and<reasons'will be
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nally filed mentions the'ihv-erit.l.ve merits in general terms in

,9:uid~,I~n~~; E", :X",

This decision can then be appealed against

If th~ &ppiic£nt iri~ists on the ame~d~ents w~thout

( Qu e sti.';Ii) )

reasons therefor.

given.

as"(j'rigl:M:i.liY iii;~:d? b±-,::'whe~et'he specification as origi-

invehtfve' me'r-Lt'swhi'ch'we:~en'-ot mentioned in the specification

5.3 to 5~8qre ~elev~t~

stating aciequ.~te'groUrids, th~n, pursuant to Rule 86 (3), an

interI6cutbry"d~c{~'iOhurici~rArticle:i66' (3)' wiil be issued,

ruling th'a:t"th~ !'~irieridthents ~iil 'not:b~ ~Ilowe:d a.r;.Ci"giving

(Answer)

Thi's qli'e'st'io'n wilt: b~':ans*ef~d t:()g~ther w~ih Q~e~'t~ons 2-4~

3~1 'and:3~1 (4J, sinb~ these questions are all directed to

the subject of adding matter to a European patent application.

Article,123 (2) EPC and Guidelines C, II,.A.l.O and"C,yI,
, , ,'"" ,,-- '" -- , " -- '.- " '," -- ; , " " "

bYP!e~en~~ng detailed data?

a single line or ti0, iS~:~,_1?ossi,b;t'13,tto . SlJ."pp+~m~nt,tl1e,?,later<::.

When the' EXffmirtJr 11.''&6 :fa'is'ed ;iri' ~bjectior~"'that the invention

Lacka-Ln' 8:n'1'nvEhit;i'~~ st~:e;p, ':'ii:i..'t "p~'~s'i'-bi'e "for the applicant

to-'in's'e'Z:;t"bi'way'O:f"cili: :amendment new data establishiri'g

The'a-ddi ti'Ori cii':'stib.i ~'6't-m~t"rerCwh\c'h e x t.en d s beyond tho

c orrt.eri't 6fthit'applfc:citiOTl a's fil'e:ci'is, no'i' allowed.
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However, 'new Exami:d:e's or data concerning support in the

description for claims or inventive step, can be submitted

will be added to the file and thus R~, aV~i1ab~e fqr,p~p~i9

inspection under Article 128'< 4) (c.:f. Gudd e Ld.ne a C, nr 6 ~4

and VI, 5.7).

Such mater-Le t£or consideration by the Examining Division.

statements of Pfior art and clarifications of ~he text are

however allowed. The nnove:ltYi:;l:l§t" e:lJIPt9yeq Ln ..e u oh

situations by the Examining D~vi~io~ in theEPO to che9k

whether additional e ub j e c t s-mat t ez- is a L'Lowa.b Le , reads as

follows:

T1I£ the. new rnatter:'isderivabledirec'tly and unambiguously

£rom what is originally disclosed including any features

implicit to a pe r-s on skilled in thea_rt in, lo/ll.a,t is.,expl,icitly

contained in the originally filed app,licC3::ti0I:l" it may, be

admitted. Matter which is de,rivap:te." di.I'ec~,ly,a:p.d unambLgu-,

ously from the prior art may also be admdtt ed, If t he, rrew

matter is not one of these two kinds its admission into the

application itself' should b,~ _re~.~e:c:in~.

The r-e rer-encee in the questions bo the"gist" (the main point

or pith of a matter - Chambers Twentieth'Century Dictionary)

are not clear, since the word is ~ot u~~d i~the ~~C. The

nearest equLvaLen t would ap:pear t() be n,th.e ;~a,tte,.r:"for which



in the art in view of the original

--~~:~'~r,ipt~on shalL be r-e g'a.r-ded a s. altering the

tothe:,<que:s.ti,otl,s , "it: is,the",cont;ent::;oB:::,the'c:.,appli:cation

(A) The Gi.s~ A1tered

A. When the claim is amended:

below.

"g,ti:',<:l"~p~'ci,.f'.ica:t:i,pIl-,-,--anRlo r-oc.Ladms -; is! -amerrded ,;:'.ee out lined

<i.e:t_e:!'J1:I,i,.:p.a1;~.9:n, of, aJ,.:t13ra.td.ou:\ofi."gis,t,-" wh.ee-e-r -,the,:" des cript ion

,$p,~_.9ft-f-i,q,§'lt,ioIl":j.n:, J:ap,an,,; has 'es,tablished(.the,:,'s:tandard for

(Art:!cl:e ;<~23<,C?J},:-.whiqhrrnu s t; rro tifbe-rch arrg'ed r-arrd: the ques tions
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(s ee -(,a-::bQ~.e-li~':· i ,:Th;13~;rre.:f1e:r',ence.s.;_;;ito,>}1 invent:iYe\:me'r,i:ts:n 'are taken

ip;ly;e.:rJ,;p,::i,0J:l ",:: _:re:(;13,rre,d,; ,-t;q i:n: C, ': iVI",> :/5::.;;7, :,a!'.;'

to b.e ,_e:9.1.l:i}?-j::I;1:.en,;t. ,-:.:.,t°"ther -::'!s t-auement s:o:o'f)::,:-advantag,es::: 0 f' the

into the specification. :Howave.r-v.v-such anieridment's'w~u;ld,B'e

cons ideredby"the"Examining D1.vds Lon -a:nd'.I>':'la-C'-ed,;',q-rl,(t'!ie file

comply with the' novelty test before they' could be admitted

p r-o.t ec t t on is sought" (Article,'84)~ Howeve r-',' 'With regard

(I) TheYexaminatio'n 'standard f;or,:',','Al·tera,ti'bnz,:'b.:f·) :Gis{t'! in

po s ed w.-i;.l).,JJ,e n~sw13_r:ed ',in :t-his: s ene e,

(Questi.on4)



:-

d-s:

.~~~.u~ as herbicides.

. (Extract, of' .des'cmt.ptd.orc]

Amended spe6±ffcaf1on'

i(title of invention)

:,Herb:iCid'e:s: _

~~"'d' (Claim)

A

'I'e s ti vz-e auL't a oncides.

herbicidal activity­

given below:.

(Fomments)

/iI.'he:,'qrigi:h:a-l· /cd.adm eeaatses ,to::,}',agr,i,cult:uraO};-dnsect±cides If,

where~s::"i;t "is .amendedc.t;o. ",he,rb-ic'idesP:.! ,-H(n~:e:ver"i'j:,;the: use

""as~ her:bic'ide,s ';liS :dis,cJ..o,s:ed' in the,'or,iig:ina\T: .epec t.d'd.c au t on

'?Ulc!:, :henc.~:,: ,the mae-t ea- i,a:s~:ani'ended' fa'1:ils,'w,i'thi:riT t hec-scope

'Q:f"!:rt:ll:e, '(),,~,d.igi:Q.a,l' .deac r-1P:t:i.oh '. ,There£q.p,e,,' ·:'thi svjamerrdmerr t

shaLL ,not be regarded,a~ altering the gist.
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Example in ;A~ (B)

"t;~~J~g ,t;c)'Ri~,<3;t, ,:PB~'J,?,t::q~if}:tx j~?:r_ ~JJ\'!'i,}:i~~i:il1 tq S:(),l}~i~i9,~,P-

ation. Then, the use as amended is not recognized to

wi'thin :'ih'; ~6'g~:~"6':f;;t'i~~-:d~{~~~~1;d~sc;i;'t'ion.

Therefore, this amendment shall be:"regarq~4 as '~lte::ring

the gist.

Original specification

(Title of invention)

Agri:'cultur-al -,:insecti.:,cid,e::s: ;,,"

(Claim) L"~~~~~"~'L~~,,'

An agricultural insecticidal·

composi tion whi~,~m<::,(),1l!P,~;~es

as an a~~ive ingredient

4- (4-chlq",QphenY,1)-1.3 .5.,.
oxatihd a.z.c linone7.(2)

(Ex tir~,qt,·:;,Clf·:,~e:s.c':r:i,p,t,iClIl,)

4-{ 4-chlQrophenyJ,b:I.,.3,5.,.,

e~~,~;~1;I;;i<3:,z,,~~,i1}p-n~,:-,(gJ,

be also employed as



..-'

Extract of' descriptio~l

'Atnended:spedii':Lc i:t:i f6h'
I irml'·.i.';'J."0 r 'J.iJ.'.J.enti'o'h)"
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R{ )-CH20Rl

R{ )-CH20H

-----

XRl

an -aro'ma.ti~ eth'~~'~'brri:pbtirid

havin'g the f'o rmuLa

Or-Lgin'8'lspec i'fi'cat'iOn

(Titleof'ihventibh)

Prhcess'for pr~pa~ibg arb­

ma't'Lc' 'ethe'rcompounds

(Claim)

Example in B-(A)

(wherein R d s

groupand'Rl is a lower

alkyl group) which' compris

reacting ap- s ubstid t u t ecl

benzyl alcohol hevLng.. the

formula

(wherein R is as defined

above) with an ester having

the formula

(wherein X is an acid r~si~uel

and Rl is as defined above)

(Extract of descriptio~)

Example 1 (R = pyrimidyl)

E~ample 2 (~ = pynolidyl)

Example J (R ; piperazinyl)



scope of the heterocyclic ,group.

is not concretely disclosed in the original ap e.c.Lf'Lc-

Amended specific~tion

(Title of invention)

(Claim)

- 558'-

And, it is not obvious vhe t her-j.orv no-t t.hecation.

The. o r-j g.LnaL specification d.Lsc Lo.s.ee.cas .the het er-ocyc j t c

group: 0p.:LY, those ,co,t:npound~ having PY,:fiplJ..,clyl;! py:rrolip:yl

and p Lp e r-az.yL as" Examples, wh.~,T~.as"t1:le",8.!r~,p.d7,<;l,a p e c Lf'd.c­

cation contains additional Example.s::f?T.: ,~,he cSHp.p,punds,

having thiazolyl an<;l.furfuryl. This amendment i~ to

amend the portion s upp o r-t Ln.g' the" ,~:l3:c}':l;~i9:~1 ,matte,r .i:[1

claim, since both 't.hLaz o Ly-L and ,fp,ry,l "fa;lJ, wLthd.n the

starting materials -a.a amended may be conve r-t edTc.nt o the

corresponding desired c omp oundev bv-v.t.he.. me aeu'r-e s-i o f the

p r-es errf invention and whether o r-i rro-t such; de s Lr-ett

compounds may be equ t veLenu., cfremdc a.L'l.yo arrd in .theLr-v

usage to those de s Lr-ed compounds- disclosed ..in the

original specification. Then, the:':,t,echnical"matter,'

disclosed in claim does not fall wi thin the e copei o.r
the original specification owing to such amendme~t.

Therefore, this amendment ish a L'l. be regai-d'~d '''a·s'',,~l't'e'r:i.ng

the gist.

(Comments)

Example in"B-(H)

Original specification

(Title of invention)

Process for extracting

kainic acid

A process for extracting

kainic acid which comprises

adding copper sulfate to a

soluti rin'<"~f;~igen~~' ac t':i-.J~:'

(Claim)
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ing points.

(~tra9t of d~scriptio~)

The kainic acid content in

ihe'solution' can be determined

The matte,r as"",amended is not, d.Le c Lo sed r-d.n. theacid.

above, we would like to have' yotlr:a..n.'swers,-"t'6 th.e-'f6ll'ow~

(Comments)

'rner emenctmene ' is d Lr-ec t edvt-c 'cle'tenrlflia:ti-i:lrl 8:r"kainic

original specification, nor obvious from the de~sr~Btion.

Consequently, the technical matter disclosed in claim

remains un.6hartged'}~ith,;thi's ;arriEh-idrri~rit and fa.ils within

the _e c op.eiof thE!,_ori.ginaldescripti0ll. .aevbe ro r-e , since

the matte-~.as alllend~d,. d07s not s'upp o r-t; the. tie chnLc a.L
.',',:". d: ... '.: .•: ':.:'

matter disclosed in claim. Therefore, this amendmen~

shall not be regarded as altering the gist.

(Extract of description)

extract purified by ad-

s o r-p t t onvon ads'orb'ent:····'and'

des orp,:tion.th~pefx.omto

precipitate kainic acid in

the form of'a copper salt

and then r-ec'over-Lrrg-rthe

There is 1,10; d Ls c Lc s uz-eco.n

determination of kainic acid

in the solution

(Remahs)

(II) In 'vd ew 6'f',:the :exami-n'atioIl's"tanda.rd in .rapanias -sta:t~'d



Question (1) Does EPO establish any standards for

determination o-f e.Lt.e r-a tLcn .o f ,gi.!jlt in

amendment other', than the"Guide'l':Lnes as

seen in the above standard in Japan?

Question (2) Please let us know the details-·af"such

standard, if maoe?

Question(j) Please let us know with pertinent parts of

~he prqvi~ipp~ or the Guidelines how EPO

may de termf.netwtt.h respect to each of' the

Examp'Le'svae 'recited above.

Question (4) Please let us have an authentic li&t .o f

such Examples .app Ld.c ab Le ' internally in EPO~

if available?

(Answer)

A(A),:7"t:q~ amendment"re£',erJ::'ed.to-,wQuldnot be, allowed as

it>would,:,'fa:il,the novelty tes't,c.'f'. 'C, 'VI 5.4. It

should be noted in connection with this question and

others, that no coI1s,i.de,~ation-is·given in :the EPOas to

whether tiheiamerrdmente are "obvdous vtio a pe r-son "ekdLLed

in 'the art", other 'than .Ln the special. circumstances of'

Rule 88.

iAf-E3J.- the,question',?an o.n Ly.c b e clearly answered when

spec,if',~c det~i,lsare .g;iyen{cf'. beLow },
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:a( A} L' tli'e' 'qt.i';es:f±o~; is: 'ffo't die-arly'" 'worded, hut i<r' 'amend-.

ment of 'the de's'criptidn"b.: 'int\,,;bd:b'd; t'hell" such 'amendment

novelty test.

B(BF'~ thequest±On ,is ~n'6t "c1'ea;r:;,' bu't!' ~e:e'; fhe:":an'sWCe:r in

C - in the circumstances described the disclosure would

not be sufficient (Article 83) and the only remedy, since

additional subject-matter is not allowed (Article 123

(2» would be to restrict the claims to correspond to

the originally filed disclosure (cf. C, II, 4.10).

Specific Example A(A) - the amendment is ~ot allowable

cf. the nove~ty test and C, VI, 5.4.

Spe'cif'i:'c"Exarrrj:l1e" 'AIB) ,:;." the 'amendment'<jrr-opo sect is

a.Ld cwab.Le asi t compI'Les with: Art"ib'h~( 1'2)': i(2 r:. It

should be noted however that not all exc'Ls a.orrs of' 'tiex t;

comply wi.th Articlel23 (~)d'.C', VI, 5.4 and 5'.8.

Specific Example B(A) - the amendment p~oposed is not

allowable as it fails ~he novelty test (C, VI, 5.4).

Sp'eciffi:c' E:XaTi1p'H~'B(Bl;_:::the t -a:m~ndnfeht:' p'rbp'O's'ed:':Tn this

instance would be al1owah'le'TF,'thEl";"ad'ded"'de'sc'rip:tion was

a statement of prior art and thus complied with the

novelty test. If the applicant failed to indicate and
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above.

-- '.
For the answer to (3}please

compound'- by an a~en:dment': where the specification as

way of' an amendment? If' so, under what circumstances?

wo~ld'~o;t'";b'~ meani;~~f~i:~

se~";th~' si:>e'~ifi-~'- E~a:~p'ies

be seen, in the context of the novelty test examples

, ~562-

Ah"s~~'~~; t'~"'Qu;e~(iionjs!}'t'i}: ,;- ;'(4 f

In answer" tp,A1!c" (2!cand{!') ,the,EPp ha~ n? "s t.andar-ds "

a c Laf.m.ihae., been pp,j;,~cJ;;:esl ,:t:9:'; a,13 1J.e;i.ng",:t;?f);;.:t?:ro.§l~::; ;i.p-: ,:y:lle

Ld gnt",of;~tne,,~:,13mb,()d:i..me~J;;s;, or,e)c,a~H~,~,~;' cli.? c)_,.()s.~p;J:n,,;~tp,e

__",", " "'"",,,," ,m",
Where in a first official communic~t'ion by' t'he' Examiner,

3-1-1 Patents for Chemical Substances

(~uest~oni)

3.
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apparently unnecessary.

be, :f:i.~~4\,~? ~~Oy~ tJ:l~t, ~~~ ..
, " ,

Exa~~~,e:s. ~

However, in answer to the question in the third2-).

compLy wi th t~e; nove L ~}'"_"t,las t.~_,_bl.}:t, t~,~s,,~_ll1:?j ec:,F,7'm~~~~r,

compound originally disclosed was a clarific~~i9~;Q~.y~~

"~mp~icit, .. ~() a,JH~r::',9~ slf~,11e? Ln trhe ~I:'~II (c:,f,~,,-,~,tle

(Answer)

Tn ,the above case (i) ,,(),~Ji~)~ is it;n_~_~~,Ei.Ei,a,ry .to ;.Ei,ll,1?~it

(Answer)

The answer to these questions is that it is :h6t pos'~'ibie

disclosure was sufficient (cf. the an~ver to Question
;,: -"., :'. ,",_',_, ·'C· ·f""'·' ','

a dec La.r-at Lon to e s t abj.Leh t.,h,a~,~headdit,ional.e x amp Le

In the light of' the answer to 1 (i) this action is

under any circumstances to add examples which;,.f~i,+

sentence, it would appear to be possible to argue

certain cases that an example of t~e prgpa~~t{bri df a

novej.try tea t ],

was already completed as of' the :filing d~t~,?"

(Question 2)

Is' if;pcj~-sibTe t6 'th:~'in·eafA;{h"e broad 'c:Uii:ri{"'-di-:\ori'~{n~'i'ij;

f'ilehi'~;':b:Y; ~'~e~en1hrt·g;;ilii. aFgti'riikht "/(ci~' 6'p'pg'~ed)::t6:\iri aril'erid­

marrt'] e~;i?a6fi's'liiAg'~tlta1£ -rhe~ddj>trclli'ai ·'~~;a.thpi'e :~;as ;aii-d~dy

avai.labTE; :";'s"':of tlie)fif:L~~':cl&~k?:

(Question )



(Answer)

As for 1 (ii),

(Question 4)

Is there "any -, 6th~r·f.~rnedY': or' c;;J.r~~ ciF" act'i6n;"t6 ',:t~k~'-:if

the in~t;y.tibri'of"the add:itibria{' e~~pi~'-'~~~'-"'f~jk~ted :in

the'~bdV:~'::c'a~e (i}'i

(Answer)

See the answer 1;~]. (~).

(Q"estion 5)

Where compounds covered by a." 61aim a~~' s'u.ppo~'ied 'only by

their names or chemical formulas in the specification

and there is no other description or data identifying

them. (1"01:' eX.etmpl~" whez-e R .,b.eiI;lg ,astlqstitu}~nt AS,de:firH:ld

in a claim to be an a,lkylg:r:;.ol,lph'7'.y·iz:+g 1 to 10 car-bcn .

atoms, and e~~~~e~ ~r~_giyen_~nly for R ~~in~ pH) and

C2HS and only names or c~e~~ca~formulas a~egive~ for

R being CJH7' C4H9' ·C5Hll. C6H1J' C7H15' CSH17' C9H19

and C1 0H2 1);

Question (i)

Is the claim allowable which includes compounds identi­

fied in the specification only by their na~~s or

dWJrihccil "'io:nriti'i.;r~-;? :( iIi th.~ \ibov'e e'Je!amp'ie, the' clai.m

a:'lib'~:ab'1ewh-ich" -b:(':'ve-r~' n'''b'~irig ~ alkyl-'of to 10

carbon atorris::?;)
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(Answer)

The'Redev'an:t :Guidtiiines are 'C; ,''''lIT~: 6 .-;1.i6 ~6 in the

circumstances described in this question.

The claim for R=C1_IO would be allowable, so .. long a~

there was no reason for man in the art to

consider that the process for preparation of' the methyl

and ethyl derivatives could not be applied to the

C3-CIO alkyl compounds.

Question (ii)

Does the Examiner re9uire during the prosecuti~n to

submit data to identify the compounds?

(Answer)

The Examiner would possibly require ~uch evidence to

establish inventive ~tep or suppqrt for claims in the

description (see the answer ~o Ques~ion 2- f ) :

Question (iii)

If the Examiner s6 requ~res, is it possible to insert

the data in the sp~c~f'icatipn?
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Question (iv)

remarks?

(An~;'er)

Yes, this would be ac~~~t~ble for considerati~n (~ee

"th~ answer t'o :Q~'~~t:i.~Ii 2~3).

(Question 6)

Where the specification as originally filed does not

sufficiently disclose the process for producing the

compolffids, :is -'itpossibi~ t'~ ~~s~~ftt'a det~il~d de§cri.ption

of the process by '~~;"cit an amend~~ht?

(Answer)
,', ., i","

No, except when the process is a prior art process, when

t1d~ta.i'l.e({"d~-scri'ptioriif\J~'~ldnot be necessary (see

Question 2-3 and the novelty test).

(Question 7)

T~ wh'~t exten.'t must the spec:Li-:i.catton as o~i~i~aiiy filed

disclose the effects ,( oradvant~~E/sT::: oi'::il1.e 'inve~tion to

establish an inventive step? Is it necessary o.r- de s Lr-oue

C9mp~rati'V~"t~st re.5\(1:t.s a.s c()w:pare4"",i~1l. tl1e pripr; art?

Or, is it sufficient at the time of filing merely to

disclose in genera~ terms an useful effect of. the invention
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which constitutes the basis for p a t errt ab f Ldty ?

Further, with respect to a description of the effects,

are the following amendments allowable?

Question(il

the specification as originally filed, is it possible

to insert the utility by way of an amendment?

(Answe:tej

Once -agaj.n, :,~.he, .s t at.smencs .of adyantage,:'(p:referred to

"statements of utilityll) must comply with the n7Jvelty

test, but if not admitted into the specification, they

are considered 'by the Examining Division ,(c f", the

answer to-Question 2-3).

Question (ii)

Where the specification as originally filed describes

only one utility of the compounds, is it possible to

insert another utility of the compounds byway of an

amendment? For ex~ple, where the specificatio~ as

originally filed describes only a utili tY:"as:",a';;m'edica­

men t t.' ,is:it::pos,sibl'e:,.;to .Lns e r-t data e st ab'Ld s hd.rrg- the

utility, as: an 'agricuTtural' medd c Lne and thereby to

assert an inventivestep on the basis of the utility as

the agricultural medicine?
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(Answex: )

The addition of the specified further utility would

not apparently be allowable since it would fail the

novelty test and prima facie would extend the content

of the application c f', C, VI, S.6a, 'hut "s e ecbh'e answer

under(i ) above.

3-1-2 Patents for Intermediate Compounds

(Question 1)

Is it possible to claim both the final compounds and

theirin:tennediate'sin 'a isin'gle·:appl.ication?

(Answer)

The Relevant Guidelines are C, DI, 7.1-7.7.

In general, no, since, there is no unity of invention

(Article 82) except when the two groups of compounds are

very similar, e.g. acids and salts.

(Question 2)

To what extent must 'the specification as originally filed

disclose the utility as the intermediates?

(Answer).

The: AppLf.can t must .decd.de vwha'ti' .a tra'treme'n t e: .'of'_uti.li. ty he

needs in his specification (Rule 27 (i) (g)).,
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(QJes han))'

Is it p o'e's Eb Le toin~Ed.;t:the:uti'l:tty as the':in·t·e:rm~d:f:ate~

by way of' 'an "aritendmenf '{a} where "tli~re-is' .no d'e'scEtpt:ion

of' the utility at all in the original ap'ec'Lf'Lca t'Lorr or

(b) where the descriptio~ of the utility is not

(Answer)·

:Wherithe app Lt.c'arit 'indi6ates: ;la;t'erf'c>£'the;pt.ll:~posesb':r

supporting inventive step, that' "cfie new'pr'oducYt':-i's"­

'pa'tentahle 'because it 'Ls a;useful'>i.ntermedia:f~r:thJ..;sis

alioJahhf~ but 'this:' 'la.t~ i':fled sU:hjebt~~atte:tw-iJ.l rto'f be

taken'into theapp'li'cation but re'ma1.I1'g; :bh'thc :rite o f"

the app Ld c'at.Lon ,'

(Question 4)

"What is the basi~ :for judgement of an inve:ntives~ep with

respect to intermediates? For exampl~, if the final

compounds are patentable as being novel and useful and

Lrrvo Lv-Lrrg' an invent~vestep,. are their intermediates also

patentable provided the latter are also novel?

(Answer)

When'the f'incil;product"c1.s:: 'nEn.j:'-the:i:ntermedia't:e may benef'i t

hy arry eu r-p r-t s Lng effect of'.'the'f'i.na:'l'prodHdt' wi th r-ocpoc f

to structurally relevant known final products. In the

case where the final product is already known the
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intermediate can be patentable provided that ,the "c,l:iE:l:,mi-

cal"re,action, or crre ;,0£ the",chemical "~ea~t:ions,, leading

3-1-3 Inventive Step' for Che~icaf P~terits

Wi th respect to an inventive step for chemj.c a Lcpaten t s ,

An LnverrtLve stiep for~ anvant.Lon o.t ;a:cl1.em_ic_~l,,Subs,tance

chemical structure of.,the cherni-eal ;s~p,st,~ce"an,dji;~) the

properties and utility of the chemical ~J.lbstan~e:.

(1) The following inventions are considered to involve an

A.

chemical structure quite different from that of

any known 'che~icai substances.

B. An inventiort of a chemical substance which is
_'. ...." ..>., '.c.-. ':.:", ..~:'

similar to a known chemical substance in its

e t r-uc r ur-e , but which has a special p r-op.e r-uyv-of
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Exampl'e

a. (known)

X: h!3-~og,~n;,

x-

s+r,
CH2 - N

H
_ '

[

NH2"

I.'..~·.I·.· ..·.. Clf2 i. #.:~ scl···. . .•.....].

..~ ~~) .... .••. )=:=.t.-... . .••..
)CH) CH20CH) .

h§\yin~, an. ef:rec,t, ... ,crt,y?ct Cimi 11. :Sl,!

b. {tJ:1.I3",~in:vent;i_on:"Of ,th!=! .:appLd.c a t Lon ]

r:

X: halogen

having an effect of antic~gsisium.

c. A.rl :trivemtion' of': a chemJ.cai'isuhstarl:ce::wh{tli"has a

quite .eupe r-Lo r- property althdugh-'the prdperty

itsEdf'is expedted'f'r6m a kiiown:",cheirii8al::suh1.

stand e ,,', having("'a' ":5 ifui 1ar:' chertl:l d a1"': s t r-u c t.ii r-e ,

i Examp hoi

ffi.....,
H)C CII)

a.' (kn6"n) b ,' (the invel1.tiorl of "the
application)

CJy°N"H CH 3 ' .." •WeH)
H)C CII)
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Both of them have insecticidal p r-o pe r' t y, ,Three

days after their application at acpnc.entration

of 0.002%, it was found that a. destroyed -'}O%

and b. deeit r-oyed lOOjC

[ExpLana t Lon}.

So far as an invention of a chemical substance

s h ouLd 'find i 'rs essence in the "creation of a

useful chemical'substanCe!I-; it n:a-tu-:i:o:~iiy follows

that t hevf.nvent Lvers t ep for" the:'hivention is'

judged on ~he basis of the peculiarity in both
......,., ,

aspects of; (a) the cflem:tpa,1 s,~;-u'?tl.ireof the

chemical eubs t.anc e .Jid.:"~tb) the pJ9g~:r'tY and

utility o f'Ltihe chemical substance.

Accordingly, it follows that a chemical substance
'."C-, :>. r.:

having a special structure is considered to

is similar to a known chemical substance, in its

its chemical sutructure and its property could

from the know~ chemical

involve .an. Lrwent Lvers t.ep .e'ven wh~n,the,s;~bstance

not possibly be

:r,~n"p.lrk~bly auper-Loz- proPElrty_i13 c onsLder-ed . to

substance ..
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Havin'g: p r-es ented--tne' examanat'Lon stahd'a.rd in Japan as

above, we: wlSh,:toknbw:if' a'similar.stan.dard is

appliC-&bleurtd'e:r:the: :E-PG'sYst'em. More par-r Lcu Lar-Ly ,

wew:tsh'td have' your answe'r-e 'to 'the' 'foli'crwill'g' points.

Is it correct to understand that a sUbktanc'e" having

aspeci:al s ta-uc e'ur-e" is' 'considered' to Lnvo.tve an

inventive st ep 'if"it tras" ,a util.:l.ty; as' in: 'th e" above

cas'e A?'

(Answer)

The Relevant Guidelines are G',' :TV, 9 .1:';'9'~'9~-

The practice ,iiJ.':the-':EPO would he -trery'sJ:miiai>to that

followed in Japan with regard to ju.dglri€f:t;he'inven­

tive step for chemical compounds. Thus the three

cases (A) (B) and (e) would all a££ear to have the

inventive step required by Article 56. In the case

(A) it is clear that there is inventive step.

(Question 2)

In order to prove an inventive step in the above

case C, it is only ne c e s s e.r-yit.o establish't',he superi'­

6:ri t'y' .by 'c'omp:a:ring t'h:~;;ch~mi6'als'ub~:tance~'i the

-'inv;en.ti.<:ni ':Wit':h.-"':the 'knoWn stib:st8::nc'ehavi..~g sLmd.Laz-

s trr'uc truz-e and property. Tsthisalso true under the
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.~PC, aye t em? I.:s ;i;~:p013s:LPl~::tl~a.t: t:he,;ExalT1;iner requires

:tna,t"tJ:1e,c.ornpari,s;on: shou.lq.pe .m~q.e,:wit,ha, -.s.uperi 0 r

produ~ta!D()ng c omme ztcda Ld y; :avai-1,Cip1e:cpmp:ouncts having

t,J:l;e;.~;~Il1,eprop~r.ty,a~."J_he ch;~mica1"sup_s~a,np,e:9f'the

invention?

e?,:pf:!c~~dl:y be:tt13r ,.. your.. ,~,pvention,::,::i..s PClt!=nt.ap,l~. A

further proof of' superiority is not neces saz-y-,

(Question J)

Is a,-chemical~u1?stance:::of'i:t h e inventi9n,pa-tentable

different, field of-Y:"t;:i,1i ty'!:.-

predict the properties of th~ new compound from his

compound, then a patent can be

granted.

3-2 Pharmaceu~icalInventiqns

(1) In ,J'ii;Pan. t he r-e 1,5 .. al"! .examj.na.tLon 13,t_~qe;t.rd,;f'o,r ,.J.h.e

de..scription, of ,_t:11,~, .,s..I);~p,if'.ipat,;io!1 :fQP ,ppe;trrry8:qeU;,tical

inventions (~.,e,• .LnventLona ,haY~lJ.;g, u~;e' a.s ,ct:ph,a,rma­

ceutica1), as follows:
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Pr-e se.nt-a.t.d.on -oft'he: de:tailed descr-tp-t Lon of: 'the

LnverrtLorr,

1) st a e.emerrc- or pharmacoTogic'ai,,"eff'eC'ts;; and'thei''ii.ke

For an invention or. ue c" re'lating'to'pharmaceift-:l.cals,

statements as to the pharmacological ~ffects,

be presented at the time .of filing.

The': pha.rmaco Log-t caLi e f'f'e ctsvmus ti ,'be support e'd; .. as a

rule,' by clinical "t e s t;e ~ . 'Ho-wever;,-'<depe'riding;'updri

the neeueec.o r the' invention, ":the ii'c1iiifcai"'ti:/s;-£si:'may

be substituted by animal tests or experiments in

vitro.

The' e f'f'e'c.txf.v e Lamo'urits}:m~e :f"o f:'adrri±:ii{st rat'j~'orl.;and

me'thddsd-'for p'r-epa'r-ard'on ;'ri:tus:t be "desc'rihed'-fdsu'ch an

extend' as: "eo enab'LeCar'par-s on skilled. -in: "the 'art to

'easily exploit the 'ph'a.fifla.ceutiC'cilinventIon' hi"

.ques t.d on.,

2) Toxicity tests

There must be presen~ed at least the res~lts of'

tests for acute toxicity.
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We s h ou Ld :Li~e,t.o',kno;w the: requirements under: .thesEf-C

system which may be different from the abo ve.c examdrra t Lo n

,51:;~da:rd .:In, part Lcu Lar-v.. we.. should like't o rh a've-' your

answers to ,1;11.8; f'ol.1.oW,iJlg: potrrt s.,

(Question i)

Are there any special requirements for the description

of' the specificati~n? Is it essential, to present

f>_Fa~~m~rl:f:'s ':9:f' :t;l1e -,,',-Pl1<:i.rml3.co'logic:al:,.e:f'f'ects; effective

amourrt e andvmanne r- .'of' ·,administration::in:-,the epec Lf'Le­

ca~iqn,:at ,J~.b~ :~:tm~! of' t':i.)..ing,-;,~s ,.:.in Japan?-

(Answe,,)

The requirements relating to pharmaceutical inventions

are .l;ess :,s_,tri,:ng~nt .d.n ':~,ll~, :;E~o;thall:.,in.Japan. Th:e

<;l,e".!:lp:rip;,t~_()ll.: _IlIu,st,:o£;; co'ur-ae cpmp.l;y:_:w,i:th ."Arti.c-1e{:;83 and

,Rule,27 (cf. C,II" 4.1to,4.i5,A.9" ltolOartdA.12).

However, in, .nhe. .c ase ;0f';,;c:olIlPo,:unds"Whi:ch, 'are; new, 'and have

inventive step, detailed descriptions of .pha'rmac.o.Lo gd.c a.L

use and effect are not required. In the case of com­

positions cont~ini~ known compounds details of pharma­

cological use and effect e.g. particular qualitative

effects, quantitative data and comparative experiments,

are reqUired.

Some detail of pharmacological effect is required which
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varies according to whether the compoundsr-conc e.r-noct :a.re
novel.

(Question 2)

What data must be present at the time of filing in

vivo, .an.Lme.L tests, or clinical tests?

(Answer)

The natti±-'e': 'bT: theda-tao, ;given is the:'choi-ce' of'the'

app-Ticailt---~

(Question J)

Is it essential that experimental data for toxicity are

present in the specification at the time of filing?

.(Answer)

Toxicity data is not required, but is desirable.

(Question 4)

Is an amendment admissible- 'a'fte·-r<fiTing~' whi'ch'Ths'erts

statements of the pharmacological effects, effective

amounts or manner of administration?

(An~wh)

No, c f Article 12) ·(Z) and C, II, 4'(10.
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Is it useless to apply for a patent. for

the case of a known substance or composition, this may

only be patent~'d"f'~r:t'h~;':"fi.rstsuch use." This"st'ate-

(Answer)

obtain a patent for a second indication even-when, the

is patentable and the second or any aubs equentiLndd-,

ment seems to suggest that only the first indication

cal, EPO Guideline C-IV, 4.2 states that "however, in

With respect to an inverition for use as a pharmaceuti-

(Question)

tive also as an anti tumour agent, there seems to be no

second ~ndication is quite unexpected from the £irst

compound known to be effective as a sedative is effec-

problem or nothing wrong in granting a p~~~~t:fo~,the

54' (5) and C,Iy. 1,.:1. 4 •.J,and 7.Z,., As· is js add ill/this

such a second indication?

of therapeutic use of a known compound or composition

indication.

matter of second medical use are Articles S2 {4-,·Lc,c;md

For example, where it has been discovered that a

The relevant articles and Guideline references in this

section of your questionnaire, the second indication

.(g.) Secend Indi:9ati9:rl



is not patentable. If however an applit~t:i.\;rl. {~';;:Fi'led

c'fa:i.mlng a. cetnpO's'i fien. conta::ili:fng -the';'kh'6\.iA::C6'tIlP'ou'rid,

C~f't:ef ~ f:L&st :'th'~:fap~utTc"u.:~e "Ln ;'ni~'thOds Of' tre'a-frrient

of the known compound) '1;liat':'i~':ricFJel:';(p~?r se or as a

medicament) and has an inventive step ( 8

then e uch claims ;w()lHct,a~pe,~r"t,o"Pt:! p~te17tab,le.

3-3 Patents relating to ~~~~o~q~~is~s

(Question 1)

EPO Guideline C-IV, 3.5 indicates that a micro-d~i~i§~ per

$~,"is 'pafehtabl'e". prea.~ie"cd::rifir'ni th'a>t' 'thi's' :-is't'fu:~...

(Answer)

GuLde j Lne s G, '~Y" 3.5 reads in part, "ebue PGtte~t'~:',:ITIGtY,,be

obt ad.ned •• ,•• f'or mf.c r-c-co r-gan.Leme and c eL'l s when produced

by a Illi:cro-bioloq~C,Cil. process., Claims ~:imited i,n,tp.is': way

are allowed, ~ut ,as vet ,C1,cl~:?:r ?o,sitic>ll,.on the,al.1owa1J;Llity

of' claims to !Di,cro,:~org~:i;sms,_per:,.s? }"l?:.s no,t been r-e a.ch ed ,

(Question 2)

SU'pp'o;sing' that th'e' :'u.s'Jdo ':sf~~:tTl.:wafi:::'tjaimedby '"W';i~/: :(/f'

'dert'aiil"gertus:,: ':W:h:i'te': ';oniy;':hf~iJ 5 t:~k:ins' 'd'f "th~: '§'d.1Ci"genus

a:fe' di~cro~kd'c'6hc'ret'el:y' :iif' thk §l)ediitcat'i'bn;'~ is" the

ame'n'dment" t'6::'siipp'fe'rb"ent"'the 'e:kpifu-t'1.'t:ibn$~:ex'kfupie:s:· alid the

da't kt,< ,'6 one e :h1.ih'g: th'e{>i:; t'r'itl:hs'ol:'1;h~" sii/1."d"iktiu.s";rthk'f.::: tll'~

those disclosed allowed?
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(Question J)

Is the amendment t()supple,~ent o r- change the ;n~()rpho-

logi,c.alchar~9ters,of'theuse,d .s t r-af.ns d e s c r-Lb edi.Ln the

(QuesHon4)

'Is' the amendment to supplement- or'inod"i.'N th'e phy~.i.-do-

chemical properties of' a fermentation product described in

the specif'ication as ""f·i.;i~a<>:ciiiowed.?

(Answer)

Amendmerrt s a.r-e ~eneJ;'~l~y_ no;t,_~l.1pw~d: {s e e .queeet.cn ;_~-3J

except in the case of an obvious error, but it has to be

immediately obvious that nothing else would have" 'b'een
'~nt-~:h'ded"thki.~{ wh~t' 'is>-'oif~:r;ecf'~~' th'e' '~o:rrec'tion;"(R'u;:i'~ 88).

If'~:--:ih"the ':rie:lcl" -~:f'ni1c'fb-bi(fJ.6gy~- 'tll~ -i>hly has{~" o'l
'd:lSc Loeuz-e tk>th'e 'd'~:s;c'rip t'±-On":y~ir'c'aim.:'dt:'a:dd-,!,- 's'~bJ;~"bt:;o;fu~~ t er

'to:'the d eacr-fpt f.on', Thk'a.h~;werst'~):your questions: "2-'4: are

"non. If'such am~ndm'~'ht~ ;a~'~'>r;'~~~.d~~d':th.'eri'th~::::~~i;g-inai

disclosure was incomplete or wrongly draf'te~.

appl:ication,waf3acc:o~p}:,.nied_br:,~ }?:~P9s~t, or .tihe culture

(according to Rule 2$), youvcannoc Loee. yourpr-tori.ty: __p~:te
",.',"'" ,',,''',',' ",,' ,,, "''''''",', ,"" ,. ",",', --;"""', ",,"" ''';''-

if' if, turns t;tutla.t,e:rt~at; the i~rpIJ!l?l~_~,9n ,g:j..yen .;i~. t.he

file, at::co~ciin.g to,;R~l,e,,-?~,Jlb),.was,Jz:1colHplete: or .wr,o_ng~_

You a r-e 0111y: a~lo:'fe:c:l .. t? ame.z:1d;,.},'"o~r ~ppl~c,~.t;i?~l".by,__ <ie~~\~:ing

the wrong information.
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Japanes~'GropPt~o~~tt~e No.3

. Yoshikazu Nishide

:b~:gis'ia:tidh:ol:'c'bkl?U::l!s'b:ry>;i;'icens'e in
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In this.article t ,I should. like to. explain, ,.:i;:he
',',"'; ": :', ,,",--,,', '--."";',,, "."" ",' ''''"", ,',',,' -' ,,"".' ,','

olltl;,n~ 9f" (-,~a.iCl ,.,S.qI'f};I?U~Sp,ry, "l~,i,cenl?"ip~ ayscem r .-cJ,o.cpsi.,ng

mainl~,9)\ 1l1e,cU.c~).,:i:l1,y~n_t~oTfs: .:"

.','.rhe :pI;1,~l,iJ?pines -+,~ on,~ o+';,tl1~ yery.; f?~:,~count.r-Le s

Ln South""Ea,st..Asia: ,,'hiph, op.E;:!~ate, unde.r., a,;-a:tper­

e,st(lbl~~l1ed:_p~;t~~mF__ ,~y.steI1l~ wh Lch., Ls. silTli1qr ~c;k, ,that

o f UnLt~d,,,Sti3.tes. Ijpw~¥e~", the; phLlLppLnes ;p gtl?:i11::""

l~W:,hCl?:' p:L?v~~iRIll~ ~~~~ t~l}g to,:cqI!1P~~;~9ry ;:: Li.cense s ;

which do no t., exist; il1",th~"pni,ted:,E)tates:::?at~nt:~?W,~

And 'these ,:,p~pviEl~0:l1s a~e,:i:hE7;::In0s,'~__ I?J:;qbl~:r;na t.Lc aspect

,sf tl1e.,!'~t~ipPi.n,.~El,:gs:i:~,nt:-LCl.¥.



The Patent Law of the Philippines has been con­

siderably influenced by the United States Patent Law,

-and :is~':'e:.ss'e:ritiaItY';;the-":s"ame as the latter. However,

there':"are":'seve"i"a'fdT':fferences and one of outstanding

differences is that the Philippines Patent Law has

provisions (§34 to 35E) relating to compulsory

licenses. And this difference is the most important

and probleniaticaspeci01 thePh:iiIpplnesPaIent Law.

The; 'cornpul~b+y":':i l.c'e'i'I's e 'i)t<!;V-isib-rtsw:e'+e::'~:Ncl"\: t'~d

by drastic amendmen'tvto the 'p'aienFlaw byPtesidential

Decree No; l263whicn'iook'effe'ct on JaI1(,ar§' 14, 1978.

[The 'law so amended wlll11e referred to asth,,' new

law;] A summary of ihenew' law is as follows.

(1) AnypersonIllay apply t6tJ1elJitettdt of'

Patents for the grant 6:1' a26mpllls6tylit"rise~t ~riy

time after the expiration of two years from the date

of'thegrarit 0:1' the paten't , tind~rariy o Fl:he 'following

circumstarices: [The threeJy"itp~ti:od uIld6f tRJ law

prior to the PresidentUirDJciee"hasthti~been

shortened. (The law before the amendment will be

referred to as the old law.)]:

(a) If the patented invention is not being

worked within the Philippines on a commercial scale,

although capable of being so worked, without "
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satisfactory reason';'

(b) If the demand for the patented article in

the Philippines is not being met to'an adequate

extent' "andion r~as'-orifi:bi~':i:e:rms.';

'm.: ,",_' ':',""",'."\'(: !:"':<::"::":\":"'-:
'(c} ,If, by reason of r efus a I of the' paterrtee to

b,y're as oIi()fthecondftH,tts attaclled byth~']Ji't~ri1:ee

to licensee or to t-he purchas:'e-~";:l:ea-s"e::: o:r:'i.ts'~: d:{,·::th~

patented 'articTe' or working of' the patented process

or machme« fcfr'p-r'o'dtit''tioh;: tHe: est:ablIshin:eilf:'o'r any
.new trade or industry in the Philippines is pre­

vented, or:the trade 'or industry therein is unduly

r es t ratne d;

(d) 'If the working of the invention within' the

country is being prevented 'or hindered 'by the 'im-

po r t a t Lon voftthe 'patented article (A provision newly

added in the' new'law); 'or

(e} If the patented rnvent fori or 'article

.neLate.s. t'ofoOd ',b;t:"'~medic'i.rie:'or "m'ahtif'a'ctuted 'p roduc t s

or .s ubst.ance s, ':whi'ch ban ''be' uS'e:d',-'as':;:'fodJ'/br me d i c ine",

or is necessary for pUblic he'al th or public ~afety.

(The 'Case',', :wh~,'re 'the -paten fed'" i'h~e'h:ti:6'n' ":0+::' ar;i:i:'c';le

re-la tes:,tbmallufact\i'ted p'tO·thldts:','hi 's'tib}t ~h:t e's:~iiibh

can be used as food or 'medi'cine ha~ been' added as
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a ground for the petition in th~new ,law,)

(2) In any qftheaboy~ca~es, a.vcompu.ls o ry

license shall be, gra,Jlt~q, to th,e petitioner rpnovi.de d

that he has proved his capa){ilHX',to ,:,oTk,the

pateJlted produc t 8T~O .make .us.e. pfth~ patented

p roduct inthe,manllfactllre,o£:a, lls~flll,prodllct" or
'-", r, ," "',' ", ',:- "'/; "', ':: :",:,',.< ->:',.' ,', ':.' ':., ':-' ',', '.: ,,:,,'.'

tO~)Ilploy:the ll,a,t~Jl~,e,d propess.. . (Ap,royisionnewly

added ill th.e new .1.aw.J

(3) The t e rm. "w.qrk~:dn:; PI'" "flprk;iJ1K'':-:as' ~ used dn

(1) and. (2) above )"~an.s, the manufiactur.e and .sal.e of

the pateJl ~ed}'rticle,.0':£ the. pat~nte(Lmachine, or, the

aIlP~~ca,qqno;f~~.~ patente d PJ:"0<:~~S, for produc.t ion ,

in or by means of an establishment or o r ganLaatLon, in

the P~Hippi,.n~s" and qJl a; sca l e AlYl1ich" is reasonable

and adequat~.. ,III)Po.rta t i.on . sha,Il'llot cons t i tute '

"work ing" .c., .... {The "P~(~v:~s,i9ni ~:lf?:,~,·::tmPQ:r;t.a 1;:i,;on, shall :-:·not

cons ti tute "working" has n~'t:l):': Lb.~,€l:n:.';~,clde,J,ld

(1) t.o.. ($) apPY~,N'~ pr;(w;i,ge<;l foT, in Section $4.

(4) !he, ffati,oJl,aIEcpJl0)llic.pevelqpment Author.i ty

(commqnlyknolYJlasNEDJ\) , maY, illY or.de r , .provd.de.vthat;

fo r :c:e!tain"p~teA:~ed, p.ro.duct.s. or p rocessesvwhi.ch are

of vi~~}_: :~mpor~an~C;~,J:p: tl1~' .iFoll,n}:l"yrs .de.fense .or

eCOJlomy or to.,Pllb.lic, h~altl1,compul.so,rylicensemay'

begraJlted eV~Il.belpr~ th,e:~xpiration .0.:£ two.. years
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from the date, of rthe grant cf the .pa.t.errt . (A pro­

vision newly .added<--,c Section 34-A.)

'(5) All <products or sub st-ance svandZor processes

involved in 'any,industrial,proj e.c'trapp.rbved by the

Board of; Investments ;(commonly known as' BOI). sha H'.:

1[i tal,tothe. national defens e or e.ccnorny.-or. to public

health, and, if .the. patent is 'concerned .with'sl1ch

product.svo r .substences' and!o,T) p.rocesse s -R'" .compu.Ls ory

license may, ;upon'ilppli cation; by; ,the'proponent of; the

in,dustriillprojept;,or: upon-endo r.semen't. 'made by the

BOl, be' Ls s ue d, in his: favor' without need of complying

with .the provisions (1)-(4) above ;(io'e;,;th'e proYi­

si.ons of Section 34 and,34"A)i (A new; p r ova s Lon.r->»

Section,3~-B).

(6) The Director shall, within one hundred'

eighty; days from the .da t e the petition was filed,

make a de cd s I on., [A new':proyision,(~~- Se c't.Iorr 35~

Par. (1)]. However, this. p rova s i.onvhascnot: been .put

into ,p;racti<76 F; a:s,,) y e t ,- a's wilL,be,::"mentioIied':'la t e r,

(7) A,!,()mpulsory license sought under (5) .above

(Se c t Leri 34 -B) shall .be issued: wi thin one hundred'

twenty days. [A .new .p r cvi s i cn -c-,:Section<35 ,'Par;

(2).) •
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(8) A .compu.l s.ory 'Ld cen.so. shall 'be non-exclusive.

[A new provision '.- ~C Section 35"B, -Par, (In.

(9) A 'compulsorylicense;shalT·'only be "granted

subject. ro. the •. p aymerrtvof Iadequa'te" 'royal tiescomc

merrsura t e: {wi th t he: .exten t: :to,',which'" ,the:·iIiven,tioiY :T,g

worked. However, royalty p ayment svshad.L -no ttexceed

5:%~;:of .the.met-who Les.a.Le: 'price", and., iiIi-,·:thei,·'case:Of·.i

compulsory .licenseunder (5), above (Section. 34-B);

the. royal ty shall not exceed 3%'. [Anew p r ovd.sion

.pLaci.n g: the upper limi t'upon.the royalty cC-Secti'on

35-B;, Par, 03J.], The.term"net'wholesale prid,u'used

. herein means'ithe gross whoTesale price" less (a) dis'­

counts, arid commi.ss i on.; ;(b) c red i t svo r af.Lewancesi on

account>. of, return of the-'~prodhct, ·"eel any t ax, 'ex:ci'se
or other government charge and the like, '[Se ct-ion ,

33-AFPar. (3)].

(10) Any .one who works a."pMented'inVentioll

e i the r.amde r-.a vo l un t.a ryrLd cense gran-ted: under'; ail"

agreement: made b yrbo thvpar t i.e s concerned or: under a

compulso ryn.LcensersbaLl be free f rom anylia.bilitY

fo r. infringementieven if; such working' Cons t i tutes an

infringement-on, the patent Tight 'of. a third par ty ;

Said third party has the Tighe.to "recover fiomthe

licensor whatever he may have received as royalties
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not compelled >to do theii: share in the promotion of

in 1976,iIitbforce(1978) ,viz; only one in 1975,

6 in 1977,20 in 1978 and 16 in 1979. A large

majority of inventions being the subjects of these

petitions has been-medtcaf frrven t ions,

Prom -the sfah(fiidint:'o'£pii-tell"fe':e'~{; the"n~w; 'ta1i:' is

problematic in the following aspects.

under" the;' license. Accordihgly, the,ii6en'~or": is responsi­

ble for the infringement. (A new provision ---

Section 35-E).

This amendment was enacted principally' by the

following reasons: (i) a large majority of patents

economic development byvthe wo'rking of their patents,

(iii) the old patent system, which merely protected

patent rights, actually> hindered rather' than promoted

industrfal arid' economic development: and (iv)

patentees had merely imported pitented products, sold

the products at high prices and monopolized the

trade.

'If 'i s,' 'thUs',' very c l.ear :'to'us,,'that: iHk,: new ;ia1~

is by far advantageous for the petitioner and this'

has been reflected in' the sharp increase the

riumbe r 'd'{'s-uch';pe:i:itl:QI{.s:' "'fi.'lecf s irrco ':the' new 'Yiw came



(1) Shorteni.n g of t.he 3 ye a r s vpe r i odcto 2 years'

required 'to Lapse be Eore £iqngqpet~tion,.

The Philippines is a signatory n a t t on. to the

Par i s .~onven, t i on and § SAC4)·?f 'tj1~. Conven t i on

p rovi des that a colllPuls?ry licensem"yn.ot, be applied

before.3 y-"qrsJrom th~Hant Cl,f a paten t , The

sj1orten,ing o.fJhe ,waitHm~ t?, 2ye"rs i;lllightme,all a

v.i oLati.onrof the . Convention.

(2) )Vh~n a ,p.atentedinv~ntion rt:'latesto food or

meddcdne (inc1,,:,ding,i.n t.errne.diat"s) ,working does.jno.t

p recLude the Lnverrtion.• f,WlIl t,ht:'•.,Wbj,e"t, matt~roJ

pet i ~,i,oIl £.qr. as()nlJ~_':l.ls C?lY -:l~,s!~ns:e: "\-\

The provisions of! 34 (l)(ak.(e) (Grounds, .f.o r. a
,', -.... .. -','.. , ,"',": :....;, .., .'.'_ ,',; .", ,':. "'_ .,J'; ._, .. , ,.' > _..._, .. '" __' i" ','''d' .. '_' "._'

license) are independent provisions in the senseitha t

each of the requr rements ..c"n be, .a, ccmpLe t.e.vground for

pe,J;i:tiqn,pn ,its own, (As.a,,;c~,~~_,:j.n;:;pqi,nt;, the

ch1oramph".nic?1 case .will b~:e'fPi1a~ned later).

. ,,!o:re.pYjer, .i t,"PP~ll:rs 'that.•the. ~.a}wu"g~. o f. P":r"g:r,,pl)

(el,::- "subs t anceswh i ch c an.ib e used .as :fo,od,.o;T,me.4l:-:'

cinel1~,~: .gene r aLly :.il1:terp:re_:~fLd -as:, meanIng rha t 3;~Y

subs-tance m~,e:ts;t;he .-cle:fiIlit~on ~-yen:if, .i t is onLy

remotely re l ated.rto food o:r-,,~m~,~~,ci::n:~:,.-,:and. in .thi.s

'~e:ns~ "J~~~,l"~eA_i_?:te:$,,-,a!~ ,i:nCJ.,~1,4e,.q,JI,l)':~thY)~-,cqpcept.

(3) An upper 1imithasbe~lls~+om.royaLt.i.e.s
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As'· .:,to'::ordinary,' roya.ltyYates-, ::no::'sp'eciric: cases

are avadLabIe'<be caus'evth'e la.w'is·sti·l1 new, It''is

said that r'at.es are decided on case by case, Though

I do not know of any case of grant 'based on a petition

under vthev new' law:,' 'there '·i's'a' Ddrector t's d€{cision" in

unde rrth'e old"1aw 0'

,(4) A license is granted ()]1" mere proof that the

peti t i orre.r has c'er-ta.Ln vcapab Ll.dt l es-,

ThesecapabUityprovisioJi's' a reraLso' Lndeperrden t

and it has been construed that a L'i cens e 'Ur;g'h:uitf:h:1

only if t.h.evpe t i t t oner proves arty one6fth€'capa­

bilities.. -Therefbre-r:even·if: one 'canno t prdve:"'"the

capab i Ld ty t owo rk the -p a ten ted'product'! } a. liCeris~'

is still granted 'if'''thecapabiTity'to make' use b'f

the .p a t en t.ed product in the 'manufacture of<'a 'useful

product"can be' proved; Thevp-rob'Lem at 'thiS poi'nt

is. t.ha t r;lI, the ;:capabil,iIty 'ito -:nta-k'e'us'e Of .:~<;" ,"coui'ci:;b:e

in t e rpreted very bro'adlyi; 'Taking a mediCirie' ,as an

example ;Tt is ,generally"inte'rpreted'ithat '(1) the

capabHityto import'a 'pharDfa'ceuticalbUlk "(patented

p.roduc.t) J,::mix ':,it ';wfth o:the:r:'ma.ter-'i:aTs,/i.;formula't:'e:::th't:o

preparations and packagevthem 'and' (2) 'the'capab1'lity

to import said 'bul'k;"focrmUla,te' it iritb'preparat'i"6ris
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and p ackagevthe m correspon,dto the capability to

make useo£. To take ,in extremeipos t tion,(3) even

t.he.ipo ss.LbiLi.t.y exf.s ts rha t thecapahility to import

a;.fqrmul,~~e,cl.pharmaccutLcat prepar a.tri orrs.c.and. .package

i tmay,h~ consLdered to bethe<~lcapab il.I t.y: .to 'make,

use .o.fl!.

(5) A compulsory licensee is not comp.elledexplici t­

ly by Law.i t o work the patented mven td.on. That is>,

the license Ls not c ance Lle d by; non-worki.ng., In

other.words , pe t i t i.ons for, ·tl1e,/purpo:se-::0'£, importation

canno.t be precluded.

Accprding to the Pa t en t Office; even if the

Li cense e., isnot,,~o~1<ing t he. Lnven t Lon , ,the patentee

has no legal b a si.svf'o r demandi.ng a cancella tion.of

the Li.cens e no rrdoes ,-the,P<;1tent' Office .Lnve s t i ga t e

whe ther the patented invention isbein,g .suffd c i.en t l.y

worked by .t.he Ld.censee, This. .me ans that non.-working

w:il.l-;,n,(),t~es;ult i,n;:a .cance Ll atdoncofu.t.he. licens.e arid,

aC,col"',dinglY,:i:t,;.coulA· mean that .orie may. ob tai,n ':a

Li cense ".,for:il1lPo~,t~,t-ion':purpose:s_'-,only.' This ·:is: a

provision :int~D:cled -': to. 'g.,~';v;e. uni:l a tera'l, pTO tectLon.vto

petit,i'pn~-r"becaus:e~p.atent~~s, a re ';forced.to .p roduce

in .the country under the dictum rha t.. importation

shaLlvnotv.cons td t.ut.e: wp;rk:i:Ilg" :whiJ:e. ·1Lcenaesvare
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granted for mere importation.

(6) Both C:6ri.p\,i~orY a:Iid voluntary licensees are free

fr6J!t 11"bilfty'f'orinfriIig"men t .

The' po~sibl~a.tg;.;me"n.t;';:I'~ateIiteesagainst

peti tions may be as follows (par-t i cularl y IIi the case

(1) The patented pr6duct ~is not of vi tal importance

for public health.

(2) The grant 'of a liceIlse is against public

interest'.

(3) Presidential Decree 1263 is unconstitutional.

(4) Th,,'petifion.erhas no int,mtlon to work the

patent btlt Illerelyto import the patented

product.

(5) The pateht"d product is being woikel:! iIi the

Philippines in a commercial scale and

adequately.
_ U" •

(6) The grant of compulsory license will undermine

the patent system and'can result in the diminu­

tion'of in~e~-tm~I1ti':':'f~om 'f6rei grl countries.

(7) The petitioner has no capability to work the

ria ten t edtp ro duc t ,

(8) The petitiOilerhasrlO2a~a.bilityto make use of

thepatentdd ~t()duc:t in the manufacture of a

-591-



useful product.

(9) The new p rovt s Lon to the effect that a petition

can be filed on lap~eof two ye,,1's from the

grant of the paten t ,i~,violation9f the, Paris

COI1;vention.

Of the above arguments, 4, 5, 7 and,8, (7 ,and 8,

in !,articula1') seeIl) to be ,persllasive "speci,,~ly .i.n

the case of a medical Lnven t Lon , Though notva true

defense, it may be a subs tantial de ferise to have the

Director's decision delayed by requesti:rlg.~:xtension

of terms.

The compuls,oxX 1,i_~ensep,r()ce;~_ure_,.,ill. t.hei.Pa'ten t

Office will actually proceed as,f~ll()1"s.

(i) Filing of a petition (stating the Lega L

grounds for peti t Lon; x_e__as ons f o r pe tit i on.,

etc.

(ii) Notification to the patentee

(iii) Fili'(gof an answer 1>)' ~he P"te'lt""C"rg\'l1l"nts

against the petiti~'l)

(iv) Pretrial (stipuf"tion of fa\~~, admi~:;ion of

_document~, etc

(v) Trial [oral hearings (i'lt"rG()ga~~o'ls 1>y the

official in charge and attorneys of both
,-' ,-',-,' '-'...; ~-- .'" .'-' c: :-i 'f: -c', ,',": (.' .r..:- c': " '.- -,::- ':';": ,<
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both. pa'r t i e-s.) ," submission: of exhibi t s and

documents] (held at: intervals ofiab ou t : one

month) .

(vi) Termination of the 'trial

(vii) FiHngof .memoranda {documents suriun,nizingall

(viii) De c i s Ionvbyct.he Director

Most oLthe:terms specified in the aboveip ro-

cedirre i c anibe extended', and, in f ac t , the rs t a tut o ry

term "wi thinc180days" (§35 (I)) has not been: ab Lde d ,

Asitcr compuhsor-y .Licens es , there 'j:s a;' Sup reme

Court decision adjudicated under the aId law

(chloramphenicol case; patentee Parke, Davis &Co.,

petitioner Doctors' pharmaceuticals, Inc., et aI,

decided August 31, 1965, No. L-22221). The holdings

in this case are still in force and unless they are

reversed by the Court, it is generally expected that

the same rationale will be applied to future com­

pulsory licensing cases.

Holdings:

(a) The provisions of §34 are independent each other

and a petition can be filed if anyone of the

requirements is fulfilled.

(b) For the grant of a license, it is sufficient
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that; the Lnven t i on-be related, to-,me'dicine'~:. It is not

requi re d : that it bevat the s ame t i meinecess ary for

public health or safety.

Cc) §34 does not require the petitioner to work the

patented invention'. .Th evpe.tit.dcnervnee d no t work the

patented invention~

(d) That the patentee is working .the invention' is

not a,valid-_,ground .t.o re fuse.a Li.ceris e,

Lastly, i tis pointed out that anyone whoci s

d'i.s sa t i.s fd.e d wi th"final : decision of' t.h e : DireCtor may

appeali.to the .Cour t oLAppeals and, further;' to the

Sup r eme-Cour t ,
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81tua.,tions:'bf' ASEAN"Couhlfie'g

on Tndustrial Propert~Protecti0A

Shojl'M'atsui

~ TA~EDA CHEMICAL INDUSTRIES, LTD.

From May 27 to>june'12;this year , T"V'fsit:ed:the:'A.5EAN

Indonesia',and"the:,PhiLippiries, as the:::Teader'of:;'the

Fact-Find±ng':'Mission' on' lridu'stiia.l::'Property'Systems of

the ASEAN, organized by the Japan Patent"A,sso61ation.

The mission wa.s"comp6sed,'of~I4'IlleriIbers'dh'o-seIl;f±-oIlr '13

errt.e rp.r Lse s;: i~'e.;:,'<Ajindniot6:C6'..'j j nc ~', ;"::Kawasaki iieavy

Industr,ies'~'Lt'd~", Kt1bbt'a~"Ltd.,"S-"irriitbmo Chemfcal Co • ,

Ltd. ,;-sekTsui"Chemical' Co. "ttd. , Take'dB: Criern i.ca'L

I'ndustries,,'Ltd~t Te'ij:inLimi't'ed; Tdshiba COrpc{ratfori,
'ror-ay Tndu'st.r i.e.s , '[n'C.;: Nis'sari""M6:t6i Co ~ / LtcL >" 'Fuj~i.?sawa
Pharmaceutical Co , , Ltd., Matsushita Etectri6"c6.';":Ctd.,

and !1itsubishi Electric Coz.po r at.Lon , Dx., .shoen ono; a

Lawye r , ,:al,so jp~n€!c1 P~':Gis a lega~.:telvis__e r • :The member

,enterprise~,.have. ,e~peri,ences:,ill aubsd.di.ary busi.ness,;

t~phI)olo~i,~~l qooPE!rCit~on,Joint~veni:,Jll::ebusiness :or

the ,like, .wi.thfo.reign-:,ent~rprises.

'The'brganiza.'t'iohS'· and', ~bffiCe:s vis::~ t:ed.' 'by 'our mission in

the r-e spect.Lve countir-dea-wez-e as:f61,l'6ws:""
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1) The governme:ntaJ:,()!gaIl~::z;~tions,'::w:h~.r.e.t.he matters

on ind:ustrial:property"r'ightstiredka'it with i

2) The government.al"prgan:t}?=Citions where technology

in't:[-i::)d:iicti6I1):'e's'tabYi~hih~ntof joint-venture,

:roY,alty,p9-YJfleni:" et.c , a*"e: contrroL'lcd r

3)· :rn;f;l\leni:iaJ.,.:;lgq?], :L?lW¥te:t:'pr:·officesi

4), .:raI'i3,nE:!~~;,.E¥>~~si~p, J?P?Il::E:~tt;rnal'Trade; Organization

(J>:TRO) and .Loca l, subsidiaries, of. the member

errter-pzLsas;
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thes'e:: councr-Les" dO:L:ri6t<'s~'ernlo:hii've'>:kt.{ i'rih~ri'tibn' 'fa: :'take

a radical or extreme policy in connec't'forr w11h l~'git'i-

mace industrial_,proPE!:J:":tY~::::r::J-g~lt.sofJ.ore,-ign Lnvent.ors',

such: as, one-isLded expr-opr-Lat.Lon of pa1:ent,::rights:,etc:,:.

t\7hitt--"w'e'shouTd be'ar'~ l'll mind is 't'he"titte:ran'ce by'lhe

Gc;unt:ci~':s'to th'~~ e:ffeCt

'that-- th'er p'oifcy' on 'indlistri;.3:i'rn:"ope:tiY; i'igl1'f s adop t.ed

by' their coun't'rLe's has: beeh"'intei'nation~li:f re'c~)gn''i'z~d,

as ie':flect'ihg:t'he de;f'initlbns'exis'f:tti'gin' t.he tbd~ of

'Chnd'1ic't, of UNCTAD:' and'the Model"Law-,eind' al's'b'th21t.' they

t';'k~'-:th~"view-:'tha;t-B2.Gi-6up',:tbljIitiie:S h1:lvg',,· 'in prLnc'Lp.Le ,

agreed 1:0 gu.ide'l tiles'- :-b:i~~2fcm'; re'sblutfohs: a(jbpt~-d;"at

t.he' c'ofif'~rert~~s':;:; 6i::':'UNC'TAD': cind' wIPo. Sti.bh' pbs'iti8rts:' br

at'1::Ii:ud'e's o{:1:h~';ASEAN c6lihtfies:'p:bks~Iit a':"prbbiem:~6n

how': "t.le should;' cdP~::w.itR::thefi- pb~itions, arid'to":wh;ie:'

~x:e~n't we"'~houid:::obsetve'::8:i- p~fsj:~t;:in':'dri.r 8~:ri pa~Htions

at th~' fbrthcorning':,:iil1::ernat'±6rial bonf~reri.ces',~:,

Concerning th~ m~tterof:t~~~nolo~ytransfer, like other

77~GrOu~"c~rint;i~s':"~he:'~~EANcount;ies hav~ also a strong

desire to import modern technology from the industri­

alized countries, which is ri~cesskry for the promotion

of the economic qrowth of their countries, particularly,

the high levels of technology in the fields of petro-
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chem i.caLsiand. aut.omob.iLes wh.i.ch require. 9-- wdde. range: of

coz.re La.t.ed industries.

However-~': I had':"theiinp're'ssi6ri' that'~the;mate'i'ializat'16n

o-f euch.«. 'trah's-fer to 't.hese couner-Les ~buld- be' "diitfcul t

at, leas,ta,t:th~;p,re::;.ent st(l;g7:;:b.epau,::;-ce they do no t.iappea'r

to be" well pr-epar-ed _,teo, r-ece i.ve .and adapt such .advanced

£()r;E7,iQ"?1:e_clln91.ogy~ j udqipg_t_~pn\,,<3. ~,~rge te,c::hp9,logi,9:a1

9CiP, compar-ed. with _,thE,;!"inCiu,strialized _count.rLe s . _ Also,

as a,.generaltengency, whi.Le. thes,e, countir-Les..have., shown

qpositive attitude. to ~h~_iPt,rod~cti8n,of~ecllno~p~y,

the, goverIllUep,t:.i3.1 r-equLat.Lona. ,iI1,,.1:.h i s _reg.~rd of these

countries are of ra~her,~nattr~ctty~n~~u~~ to tech7

nol()gy~llvpl;iel:';;. Fpr,inpt:altF~",,>~hi.1:e :t:-hE:!Y have an

ardent desire to ,j,.mport modern t.echnoLoqy. :', t.heyiare

also, .desirous of havi.nq t.eohnLcaLvexper t s '.' frqm ,the

Li.censorts s Lde __,wi t.hd.r aw. frqm.,_th~i,.:r",oourrt.r i,.e.s _as. ea.rLy

as possible based on t.heLr. o~n:: j ).l(jge,men t.~,, __; As :yqu

will agree, it is by no means an easy task to have

local workers master the technol~gy and know-how in

the fields of such precision machinery industries as

d~sired by them, and I emphasized to them that the

instruction of higher levels of technology usually takes

a long period of time from ~he experiences of Japan.
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As to the matter of kee'l?iiigtechhdlogica.l'J~-nCl\v':"'how

s ecr et; , i,t seem:::> to be diff.i:~:Ult:i_n:" some countries to

dmpoeccsuoh .obLi.qat.Lon on, t,l)e::-l;iceul?,e,e,s, viewed: from­

the, r-eLevant, ,law which, restri,cts t.he .tie.rm of a, know-How

cont.r-ec t , F_urt~ermore, ,'.,.it: would b~;.,alIIlQs:t-",.impp,sstble
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suf-

. . ' '.

up to now there is no patent law in-indo~esia. In

Thailarid~ t6~ ~~ten~ i~w has ~een ~i~~i~ated as from

A,fter,:'all:; in ':my,()pirifbri, ':' indtist±-ializatidn\'6f"tihe ABEAN

countiz-Leatwd Lj.onot; "be attairied':soi,"rapidl:!r"ana-:::siridbtlily.

An,'outline of the up;;;;tb-date :"stabls of €fief:'patent

systems 'of 'the'::-ASEAN countries is:,\is :f61'1bw~':

pqlicy for :L~cen~~l1g:',~::l often UI1a,t:t=:ractfY~ to licel!,sqr.

As mentioned above s cwh.i.Le the,ASEAN countir-Lea ;:l1av~ a

clause and that this idea is backed 'up'--'by'UNCTAD~'

,,-600-

'When, the opdndon was 'i-aLaed ' ,that:' in' the' "Case: whe.re'1:he

most, favored ria:ti6it oLau's'e ' is', iriclh'ded: 'in :'~:';Cont:ract;

,with anot-her' :Party t R'lower';cr'oya11:'y'" ra'teca.nnbt. be

'appl'ied:'excep'tionaliy <t'o>the~ASEAN c'crun1:'I-'ies', :a
government: o'f£i'c.1.al 'Of< one" cbl.1ri'tr'Y sfa1:ed'fhat':"Ehey

do not appr-ovettihec no t i.ori- ofthefu6st fav6red"'n~ition

ficieirit:', a~'d there are s'tiii;':~:~;t ; few unclear points

as'>to':'its operation. 'T'~~ FiiIp.hi.o patent law is, as a

whole, in co~formify ~ith the u.s. patent law, except

i'£6r";:':~ ':::~()~ptii~:6y.y",ti:c~'n~·tng ~y~t'e~ ;~hich:is, "~,,s' will be



patent protection is obta:±n'able,."hyregistratibn:,'of

British patents.

Now, I'wiiirefer "t:cf"tHe' p:rbbleil11~{';:cbtiriect~(lwith' th~

irtd\ls:tr ia'l prchJe':ttysysfetnst,'f 'the~e:EhJ'edt,ivi;A'SEAN

~()hntri~s'~

[lJ Thailand

a) Patent law

The Thai patent law has been promulgated as from

September 12, 1979, and patent applications by nationals

of Japan have come to be accepted'as £rom'Mai6h this

year. urtp:£{t:~ri-tabi'~" ;sllhje'6't' "rna<ttei-k"::~r:~r m~'~h-th~rY; \l'~ed ,

"dii-'e~'tiy' in a'g'ticlJ.l'thte;":fo(Jd'~ d~I;'nk's, ph'arIi1ab'~htI'b.iis,

c'h'~:rtricat' :'dbmp6{lri'ds"" ;ti's:~d'~spilarri1aceu:tica.ls:~ 'cbrnplite~

prog'rk'rhk;;'i et'b~~-' B'e;fo-ti;"""a:p~ te:i1'te'ti-"p'tb:dub'i:. is' rit'~a'~b:r;a

:p'a't'~b.ted pr'b'b:e'ss elk::: 'lis~d iii Tliaiic3.hd~ ai'lY' p~1-:S'b:ti may'

iInpbl-t':'frito:: Th~lt~hd::th'~ 'p'~tehtedprbdhc'tor' the'

prbciuc't:' ::te'J:!fufiihg t:dJh{": th'e/u'se bf's.: pat~htedpioce'ss

wh'{dhis'>in~d€ro'Utsi'de'Thaitand~: Thl~ :ihlp'i'ies:': thk'i:"even

l'f a p~rEknt Is"'obt'iii'ned in Thai 1 and', the pa:te'tltee'>bahnot

h:aiVe,' ari kj{biuslvk:r'i~hi: to hi's invertt:lon un:ie's's' the

pa.-tented':p'i-'odu'c't 'O'r pt-6'~ess' is\;lbrked' i()cal'iy"~

Furtherm6r'e,"in the c'ase:'ofs.'proce'ss p'atent:/"tl1e're is

nd' pte's'tunptibn blEt1..lse'tinder which th'~ bti'rd'en 6£ 'pr6bf
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is shifted,to:an-alleged:infringer:.

b) Transfer of technology

Any, Li.cerrsLnqvaqr-eement; :fqr tE?,c:hn.o1ogY,trans(er cannot

be,:~tf,ect.ty~,BIl,t:i1 J:he -g9ve:r!ffi1~Iltapp;oyalisgiY~I!.

A royalty rate s houLd be between 1 to 5 pe.r-cent.jcand

there is.a strong probability that reduction of the

agreed rate will be required after the lapse of 3 to 8

years. As to a royalty for know-how, it will be dif­

ficult ·to receive it exceeding the period of 5th year.

[II] f4q.,laysia,_ Singap.or,e,,~

Req.i atir-at.Lon o~_BritisJJ._pat.errt s affords the corre­

fiPc;m.(l,i I1g , ,~ight in f4a,lays,,ia. and Sd.nq apore, prot.ect.Lon

oJth~_ ,I'ig'ht, J:hus qLventcan be. cons i.dered pest~.ong

the A~~~N.fiye c.ountri~s, becauseBriti~h jud~cial

pr,~Ge,c:1,e,nt$ar,e in,g,ener(l.l a~p,lic::ab:J..~ t.her-e , As to know­

how prPtection"howey~r, the British philospphy is not

eppj LcebLe in",.r.!Ia,laysia~",,,ihic:h;ma.kes it., ,it;npp~sibl~,t,o

prohibit:the." qu.lt t.ed emp Loyee.s ,', from ustnq. t.lle know-how

independently or at: ~c9~petit~~~,CQ~pany. ~~%erring

to,.tradem~rks,,", a draft of . the ~,alp.ys~an uni.f Led .tra,de­

mark law has,bee~completed, but its enfprcernenthas

lo~g been, drawn out. Concerni~g the technp19g~c~1

.tra:nsfe,r in.,Mataysia, t.he r-9ya,l ty,; rat,e.<3:PPli,Gab:J.-e to a

technological introduction ranges 1-5%, the term ,of a
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c6ntract:."is",'i'equired to' her'enewed'every' f Ive years,

and:redu.:ctioIi,'Cf 'the' rOyditykatk'i's ~'~~.Iriir~d on' the

g:r6'und that ,the" te'chnc{ibgy:'1Jecomes "ob~;'ole:t:.e astirri'e

e{1ap'se's ~ >'r"heex'teh:t" bf' 't'i1~:tkhU:'b~'rb'h so: req\ilr~d' seems

to be'sev~re'r' fhar{ 'in; "Th.'ai:iand . C6fub~h~~'ti6'ri ''fOr using

siIlgap'ore, 'on the 'Other 'harld~ the gove'rhinemt has beeri

takiIlgi'po~itiv~ attitude~to the iritroducti~nof

foreign lriv~'~'trile'ilt:.'o'r t~'c;hboi6'gy,t'11~~";~h discr'iirtin~tion

is seen between enterprises of this"- count.r-y an;d':'th6s~

of foreign countries, and no substant,i-aL-,restri'ctio:n; is

-drnpoaed. on ,technologicallicens'es,-from,', foreign countries .

[III] Indonesia -

In Indoner:d.a'~they d6n6t hav~ a'l~atertt law rl.dw,' ;iihd i no

lega.:C'protectJ.6n i'sa£forded. They are now at"the stage

'of draft.ihg':the-la~,'hut: it'issaid that."flley'woliid not

di.sci6se:'the"'draft"'bef6re it, is subrnl tted' to the' P~h·lia­

ment.',/wl1ile the "skeleton O:E the niw Ls said tc)'-be based

on the Model Law suggested by ,IIPO. In the draft at

tihevpr-e aerit; stage, pharmaceuticals, food and' "chei11iccU

suba t<3:ri2es ~ per'lSe are unpet.ent.abl.e , arid even a process

of'fuak1I1~J:'t:.hern-:i's iidt'llkE::!ly to bea pa t erit.abLe subject.

Sanctib:nto Ilc>I1-;"orking' 'of a pa.t.ented invent::i..oh seems

to be b()hsidera.blY:' s~v.i:i:te. Th~~:tifug wh~ri t:hJ dr~ft."-is
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to be submitted to .t.he ~~rl;?ffi~nt,~s ,pr.edic:tefl'~PRe at

leapt two years later, ,b~caus'e:th,e;,_deliQ~rationof:.the

cO~Y:r~gh~'l?w,is,top~ p~~q~d~q~ ,As. to,thetransfer.of

te<;::hI?ol()gy", no." per-t.LcuLaz- ,r/fstr~ct,~9n",on:,.remU~?rClt:iq:n

appearsto,peimP9~ed. But: when th~,roy~+tY,:rat~,is

n~~,; low~r,:t:J:1a.B, ~,% "":,F~J.tt?1?ce:,,,8~ ~:¥Cl1 ;,ro¥~~tY",IT,l~s1::"be

:rrIa(].ei9..f"te.r,-:-:t~:K,t~llS",i3. sozt; pf. restriction. :Ref,e:,,:r::ring

to the Lnve s tmerrt , in9,=Fease Cl,f, Lt.s r,~,:te; oJ the local

cap i, tell", Ls r~qui;reg, F~~ll,+:t~.n.g ill" br-eakLnq 50%, pf

fO:r~4-gr~:rs'_,_s.l1<3.~,~S~

[IV] Philippines ­

'J:':l1e: ..-present-·iFilipino: Patierrt.! Law is:·based· one -Ehe.. united

States Patent Law, but it has a pecuJia+ pq~p~fsQr¥

Lf.censinq eys t.em, :Naw.e,I.Yt::aI(Y::~pep;;s9Bo:-rnay :<tPp,ly·t? the

I:':~r17c:-t;,OlT,f()~:tlte:_g~~nt of:"C3;- :t..ic;::eIls@ under, P:-: pa;t,ent·

after:t;h~,~~pir~rtri()~,.of two YETfJ-ps tF9m::;the;,Cl~"tt:¥:9~ the

gr-al}t, 9f:the::J:u~.t~Il,t,,if the Bg.;tery:~eg,,:}ny:e:rl:t~ol}:}s,:,~01:

1:>~_~ng w~~ked,I:_a9d !l"1~ pezson ;thgB,i'Q":l:'9:n:t;~c:1 ~:f~ge~sr is

not: r-equ i.r-ed ..tq-:w0l:'K< i::t"F1nq h,ip "BP1).-~q:rking Qf,.. t h e

Lnvent.Lon. W:ilJ.",Ilot r-eauLt JIl cancell~t::ion of his, ,license.

Prodqcts.qrprocesses;vitalto the Il~ti9nal_de~enpe,­

economy of.health,may be _:th~_,subj~pt:0f;.:~ compu.l sory

~icens~ even before the expirat~o~o~tpe two~year

perioCl, f r om the dCit;e .of the 9:rCiB1;;,.o,f J:ll~"pat~Ilt.
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Purt.he.r, 'even if:'such:'compttlsoi:j;'license:'s:hould aim at

importil1g the patente:9:produc~or,the:product,ma:gufac­

t~~ed_by thepatented_pr~~ess, the ,patentee cannot

refuse, to,g:r;ant the license.:, ~o,mak~,,;the_:,si,t,ua;tion

morem:!-,~eF.a,bJ~, the J,.icens~,e issai;d;;tphe:exempted

third party's patent right, and the licen~oF is- required

to pay compensation to the third party. The la~ further

provides that the royalty for transfer of technology

shall not exceed 5% and the term thereof shall not

exceed 5 years, and reduction of the royalty rate ~ill

be required when the contract is r~newed. No roy~lty.

is admitted on the license of using a trademark, unless

otherwise specifically approved! except for cases

already approved for the payment of r-oyeLt.y, inci­

dentally stating in respect of the field of trade~ar~s,

the Monfort Bill has now been discussed at the parlia­

ment, whibii lrii:eiilds t6;fo'i-b:~'the~~rk'et:ing of pharrna­

betttic1.is tl~der the g'Jm'er1.6:';' n~ines. ~~"en ifthi~'BLl:I.··

sh'Ould'-'ndt:"'pa:ss' the 'pikriiamel1t ,'::: i't' is":E~'~;red"th~t an

alt'er'natlV:e iJ& ~iii b~sti1Jini'tte'ci;to the' efiE::ctth~t

a pha:hn'a'c~riti6ai-:!?r6duc't:i'~ require'd' t6';b~'kark~t~d

urid:et- two'-di'fferent"n~mes, 'i'~:e. its'g~neric name arid
br and nCl.IUEL No guarantee 'is seen for nob ext.ending
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:,~h~~ r~q~irerne,Ilt,t:o any,otl1er,.:industriaL;field.

'nne veconomdc vcoopar-ation -~'6f';advancedicountrLe s :, wi th the

ASEAN::c'cnintries"willincr'eas'e its"-'inrpo:ttanbE; ';:11 ;'t.he

more 'her;eafte.rfor "fhe tmutue I benefit:. I'n vpar'eL'LeL

wi th tihe venLar-qernerit vof the' trade, 'the economic coope­

ratIon 'accompanied "with the technology transfer tends

to increase~

In-this connection, the enterprises constantly investing

a considerable amount of the research fund, when they

transfer the technology resulting from the research work,

will naturally seek reasonable remuneration. For this

purpose, early establishment of the patent system as in

the advanced countries or at least the system similar

thereto as well as of the measures of prompt legal

relief will be necessary, and for this purpose, we

should make a positive approach to the ABEAN countries.

To say f ur t.her , as ~() t.he techno.19gysupject.ed,-,,1:0

inad~quate ~valuation, w~ shall pave to make efforts to

have it evaLuat.edvpr-oper Ly , and ,to l:'epe~t,thepersu~sion

to get them fo~low'l:h,?ctl§toInand prac t.Lce g.enerally

accepted Lrrt.erriat.LonaLjy, This will be difficult to

realize without ~l2!go'l:iat~ons on tge,g9yernm~nti3.l lev~l

through.priva~l2!_sectors.
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Regard~Agm:.!::l}e...:PI::'9t-ec:t;.i'6h,-.pf':,:techno16gical .... se6nit..' a l so ,

an adequate counter-measure will be neces s ar-yy.ct.houqh

it involvesdifficult~p~pp+~mse~r~~~~~ng ~~:E~?tr~ct~Q~

of move of scientists or":'iii'b8ie:t~;:ih'\:;he ent.er-pr-Lae to

another'~
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LAW OF THE SEA TREATY: A CONSTITUTIQN>FORTHE SEAS

Comments by

JohIlE.Maurer -.Director,Patent Department
~9nsant9 C9mpany

Before the Pacific Industrial Property Association
Tokyo, Japan

October 24, 1980

In 1970, preliminary negotiations began under the auspices

of the United Nations to develop a global treaty on the use

of the world's oceans. In 1974, substantive negotiations

began on what is now kno>m as the Law of the Sea (LOS) Treaty,

culminating in what are purported to be the final negotiations

in August of this year.

Today, I would like to outline for you some of the provisions

in the present draft of the LOS Treaty to illustrate its scope

and to direct your attention to certain provisions which could,

in my judgment, have a significant impact upon the field of

intellectual property.

Many of us in the United States were quite honestly surprised

when we learned of the far-reaching effects of this treaty

which, although brewing for a long time, were nevertheless not

commonly known. While I can't begin to tell you why the

intellectual property group heard little about the treaty.
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I believe that I can tell you enough about the present

draft to satisfy you that it is a subject worth your review

and po!;Sible aC:hoIl.

The draft treaty embraces rules of law touching every possible

numanconcernwiEh Eheoc:eaIls. It is not only global in the

physical sense but it is also global with respect to the extent

it encompasses every imaginable item which one might relate to

the seas. The LOS Treaty concerns itself with not only what

happens on and under the seas but also what occurs over the

seas. Examples of subjects which are included within the

treaty are oil and gas exploration on continental shelves,

navigation, scientific research, piracy, whaling., sea-bed mining,

fishing, protection of the marine environment, the rights of

landlocked states, boundaries or territo:dal limits, procedures

for submarines passing through international st:rai,ts".and rules

for military aircraft miles above the seas.

The present draft of the LOS Treityce:ttafIlly c:im\,{ d~scribed

as a monumen t a'L achievement. ~q~~yeI:',:,thJs,_,.!lqhiev7~n:t:,_p:~s,-.

not been without cost. There is such a diversity> ,,:f>eletnent,s>

within the context of the treaty that nations have had to make

trade-'o:ffs> on Eheit'vaHilhs» iri.t~l:"esEs :,.{Ehol:ltnece~s~l:"il.ybeing
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2. The establishment of a UN-chartered corporation called

:" ",':":"',, ,.:;:
Recognitiori 6f the concept of ,resources as the common

heritage of mankind, a concept never finalized in the

UN Code of Conduc t megot.Latid.ons,

the Enterprise which will participate in the production

compete with private corporations. Furthermore, the Enter-

and marketing of minerals from the sea ·bed and will

prise will be given special tax considerations and have

1. The mandatory transfer of technology,

a unique financial status.

3. R.ecognit:i.on of the taxing and licensing authority of

:the'bniied" ~~i:I()ns for connnercial activities in areas

beyond Ilahona.1 jurisd.:i.ctions.

4.

able to establish in isol,ation an, approprI..at,~ va,~:ue, :E9r,~ny

single interest. The draft treaty, if it beq~m~~ l~w~ .~~~

result in setting several very far-reaching precedents.

Some,' of ". these:pr,ecederits'are :

Your·"iriterest.

I believe. that thosepoints'alo"Ei shotl1c1'be enought~ gain

first like to give you some examples of how several subjects have



."

been.dealt;wit;h,aft;er which Lwill ze turn ·t;o rhe prob.Lem areas"

Boundaries

The t;reat;y recognizes t;he 12-mile t;errit;oriiilliinitand

each .coaatiaL .. nat~,?n. _~P~~'t:_B;_l ,;:;6, ta, telS,'hay~ ,jurisdiction::over

ma.rine resources in :their. economic .zone's. and_--pn_::t-he:_,cont_i~

nenual, shelyesbeyoI1<! 20.0 miles.

Ocean-Transit

The t;reat;y reaffirms t;he right; of p~ssage on t;he high seas

as well' as withf'n the':·'12';;IIli:le:'1':i.ini'ts· under'certain condd tif ons .

It' al.so guaraiite:~s;uniID.pede(it:r'~hsit' through s'tr~i1:8 used 'for

Lnt.ernatdonaI navi.gatrfori for all ships.

Fishing

The treaty awards:""coas'taT'state"s absolute contrro I 'over the

fish in t;heir· economic zones and t;he:righi:: to sell. fishing

interes ts,_,to·:'other',na'tiortsJ -if,-they,' chao se:~;~:

The t;reat;y paves t;he way for environment;al safeguards t;o

protect the seas from contamination, even if the specific

pollution originates in inland waterways.
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Sea-Bed, Mining

,J'hetr"aty establishes a complicated 'system for both pri'­

vate and international exploitation of sea-bed minerals

-612~

some 300 articles, and includes 8 annexes.

Jurisdictional Agencies

The treaty,provides fOr the 'establ:i.libmEmt of two governing

.und t s, one," called 'the IriternatioIlal' Sea~Bed Authority

(the Authbrity}, will>coritrblanclmariage t:he'exp1.orat::i.6n and

exploitation of deep sea-bedres"\l"c~!i. Unde·'>:i.t will 'be an

organization called the Enterprise. There wi).l "lso]:,ea

policy-making assembly which yill inc+yciea 36-mem]:,er );:,xec­

lltive Council who~eresponsibi+ttywH+b""to ensure that

policies compLy ':lith the p~"aty'~PFoyisions. In addit.Lon ,

there will be e s t.abl.f.shed "supranF1;ionFl Law of th" '. Sea

Tribunal which will arbitrate disputes.

Dur;ng th""relllainci"r ,0f:lll;r,1;iJllh:I w'?1l1d li~et,oadd:r:"ss the

area ofmandFtpry teph!10logy1;r,ans:E"r toilllls,tratethe reasons

fo:r: my concerns abou1;,th,eLO;;>Treaty.. I must.;apologize forino t

dealing more extensively with many other subjects but my com­

ments are of

180 pages,



r:

-,

Article 144 {page 78)of:th""treaty titled "Transferbf

Technol"gy" auth()rizes the Authol'ity to acquire' technology

l\nd scientific knowledge to "Pl'ornote and encourage the transfer

to deyeloping States of such technology and scientific krtowledge

-- ... _- benefit therefrom. lI

To this. end, the treaty provides [Article 144, paragraph2(a)]

that· the AuthorLt.y and States .Parties. shall initiate and p'ro'­

mote "l'rogrammesfor the.transferof technology to the Enterprise

and, to developing States,' including, inter'alia', facilitating

the. access of the Enterprise and of developing Statestb the

relevant technology, under fair and reasonable terms 'aridcondi­

tions." Article 270 (page 132) pxcvddes i iri e ssenc'e , foririrer­

national cooperation for the development and transfer of ma~ine

technology through.existing or expanded or new programs in order

to facilitate marine scientific research and the transfer of

marine technology, particularly in new fields.and through appro­

priate international funding for ocean research an~ developm~nt.

Article 271 seems to establish a code ofCclnd""t'by pro-llJ.ding

that "States.. .. , ,·shall.prombte-the es t ab'Lfshment; ofgeried.ily

"accep ted gUide:lLne 5,' :criteriil:/;:ari'd;$t~ndards';fb'r"'the tran~ ii:br

of marine technology ..-.. taking into ;:'a<:collIi't,in<:p:art'igtilcif;;

the interests and needs ~,~ de:yelop~~g States."
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"r equas t; tec!)nical,assist,incein this field;

To help further increase the likelihood of technology transfer,

Article 274(d) also instructs the Authority to ensure "that

States which 'may need'and request technical assistance in the

equapment; ,-"llla,cJ:rl.l1;~ry, devi.ce s. and-proces ses .be '--,made"-'availa:ble'<to

ensure; ..;•. ,~(b);. that ~the te~chnicaLdocumentation"bn~~the:t<Hevant

t.echtd.caL know-howt:hrough~:"I1Y fin:"ncial~arrangements provided

suppliers, and recipients of. technology,Lthe'Authority shall;.;.

inttares:tE>' including):_inter>alia~ theri'ghts and. duties of' holders J

Article 27Agoes, furtherand~states,~ ,','Subject to all legitimate

technology ..... 11

Article 273 goes.vcn to's8')' that "States;sluillcbop'erate

all, States ,,~in particular developing States whichniayneed~'and ..

under: undef'Lned .condd.td.ons ,

- ' •... , •._ d .... :·:·· ':., ... ,"

field, in parti.cular developing States, are assisted in the

'accfuisit1.on 6f"'necessary e'qt'1:ipment, processes, plant, and other

be iused t:o ~ ensure that Qurtechnology is. made .aYa.ila.»le~to~ others

actiV:~,ly:~withcompeteil't-inte-rna.:ei.dIial"organizatioIis and'the

Authority ;;to encourage andfacili tateth.e 't:i::ansferto'develop­

ingStates, their nationals andrthe: Enterprise of ski.lls' arid



"Transfer of Te chnoLogy;" that an operator who is authorized

to, for example~ conduct a.mining operation shall makeavail~

able to the Authority a plan of work which shall include a

general des~ri~tioll of the equipment and methods to be used in
~~ "~"~em, ' ,

carryi,ng, out; : t:he,,p Lan ~s: we-l-~ ·tis,,-,other,,'relevant,".'-non>'"prdp-r'i'e:tary

information about ~tp.e c~~c:Lctel:'istics,of:'such'technolb'gy,'.' -and

Lnf'ormat,i.on as: to v;rhere,:, such. t:echno:log-y,:is:available'. ltTha't'

would seem to be some, P:P?t~ct:,:iJ?ll s Lnc evon.Ly. .non-pxoprdetar-y

information is required to be disclosed. However, that does not

seernta be the'casein fact.

Paragraph 3(a) p:"Ovidest:hatin anycontrac:tawarded. there,

shall be included the following: undertakings by the operator',

"To make available, toth~Enterpr-~se (W1101: you will', recall','

is a potential "ompetitor). if, and when the Authority shall

so request, and, on fair .and reasonable,cop:lIIlerci~ltermsand:

conditions. the, tecpnologywhi"hi~ to b!"usedbyhim

which he is Lagal.Ly eIltitled, t.o transfer,," Paragxaph 3(a)

does provide that this transfer oftecpnology "may.be ,invoked

only if the Enterprise finds that it is unable to .obtafn the

same or equally efficient and useful techn"logy on the open,

market and on fair and r'easonabLe commerc Lal. terms and con-,

ditions. 1I
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It is not limited, however, to non-proprietary technology.

Furthermore, if, as is likely, the technology for sea-beq

mining is new and innovative, it would seem likely that the,

Enterprise would not be able to obtain it on the open market.

,l""should' add ,that the technology traIlsfer provisions' even

req\lire,the .opez-atioz to make arrangements'so i:hai: ii' hs is

employing licensed technology, that licensed technology must

also be made available to the Enterpriss.

Paragraph 3(e) is the final blow, in my opinion. ,It requires

the operator to take the same measures (as those prescribed

above for .the benefit 'of the EnterpriseY'fofi:he benefit of

a developing State or group of dS"vslbpingstates wb.:l.chllas
, .

applied for' acontraet, provided t.he rproposed activities by the

contract seeker wouldnoi: 'involve trarisfsro£ 'technology to a

third State or natibnals 6i a. l:hird Stlfte. This recjuiremSnt

would apply' only 'where the i:echnology h!lsriot been requssted

or transfe:r:ted1:>y the'opera.to'r to the Enterl'r:l.se , wh'tch.iDlplies

that ,theEIlterprisems.Ybe 'fres to" disi:loset:Cld~veloping States

arty techtloldgywhich has been.' trans:Eerfed to it . Obviously • as

drafbed;tlle treaty fUl1yini:encl~ to 'ensure that a developing

State hasaccesst:o t:het"chnClIClgy 0':1' t:h.ed"vel~pedStates.
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operations.

out . Is:the:choice. intended ,to.-be .coerc.Lve liGeng,ing.:,o:t:",:con-

to trr ans fe'r t.ee,1:ulolo.g)r. . .

.Th~':ab~eri:6-~: 6'f' "gf;:firidiath~f",:pfbtkbti6i1."-~hich ~6h'i'~"

'eiJ.'stffk: ihJ't" l;:rei~kh't:;- o~"kikttbr-'~:--- Wh6,-i:ha~~:-liii-J:~'dY":inv~s;'t~d

in sea-bed mining would be permitted to continue their

for ocean-mining contracts.

conntry to "take all feasible measures .. , within its own legal

sys tiem" to ensure that such transfer of technology be carried

the 'number' of applicants rhat; any' one nation may sponsor

for their processing once recovered from the sea. Secondly,

this paragraph extends an obligation to an operator's home

from the ",a-bed but also an ~?~~ga:~on

iricl.udirig,forexampl.e:

eA spec:Lfi.C quot:a.system whi.ch has the effect of limiting

interesting problems. It would seem to require the transfer

Paragraph (5) of Article 5, Annex III, raises two other rather

of technology not only with regard to the recovery of minerals

fiscation of.t:echnology.?"

While what I have said so far is concerned with only a small

'part of the treaty, I hope it will alert you to the problems

'which this treaty, -if'~atifred~' do~id: cause. Other commentators

have noted other provisions which the'y be'lieve are unacceptable,



• The fact that subsequent amendments to the treaty can

be made by the affirmative decision of two-thirds of the

States Parties to the treaty, plus the fact that any such

amendment would be effective against all States, regardless

of their refusal to consent to such changes. (I might add

that that particular concept reminds me of some of our

experiences with regard to revision of the Paris Conven­

tion.)

It Seems tome that Once the l'ritic:Lples proposed iri the present

draft are accepted, there is little dotibt'thattl:ieywill be

incorporated into other treaties dealing with- new frontiers ..

One of those now awaiting ratification i,s the Moon Treaty which

would make the,whole solar system the colIIlllon heritage,o,f mankind.

On the same basis, developi~g nations would like to share the

rich mineral resources that lie beneath the Antarctic ice sur­

face;" a tr?aty ~~ the, southern, polar region, cur~e~tly gov~rned

by 12 countries, is expected to come up fo,rnegotiat:ion in the

near future.

The developing countrf.es area~so Lookf.ng to the, wO:rld conference

on radio transmission ~ha~ w~~~.~~k~p~~q~,~ithiAth~next two

yea!~:L Thus , 1:1:J.~ air wayes, too_,m<1y~qrne_ '1.lll:de'r_1:p.e.jurisdic­

tion of a UN-governing body.
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There are certainly good arguments that the resources of the

sea should be considered the common heritage of mankind.

Conversely, one can. argue that the seas should be free for

development by anyone willing to take the risks. Even if one

the common heritage approach, there nevertheless remain"

in my opinion, several vital questions. The first question is

whether and how much of a new United Nations bureaucracy should

be created? Secondly, will the rules governing the transfer of

technology be suell a disincentive to <investment and innovation

that the practical effect will be that the resources of the

oceans will not ,become available to mankind?

lihile I recognize that I have only touched the surface with

regard to the draft of the Law of the Sea Treaty, I hope that

I have sparked your interest sufficiently so that you and your

companies are alerted to the problems not only in that treaty

but with respect to future treaties to be negotiated under

the auspices of the United Nations, and that you will, therefore,

take actions in your own country that you believe appropriate.
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PROBLEHS 'ON': INTERNATIONAL ARBITRATION

By JunjiroTSUBOTA*

1. Arbitrable, Subject Matters

(1)

(a) Antitrust violations;
'",', . '.,,- ,;;':':, ",_..,",

An arbitration agreement shaiinotbecollstrued to

cover an issue of alleged ,violation of the Sherman

Act. American Safety Eauinment Corn. v. J.p.

Maguire & Co., (C.A. 2) 391 F 2d 821. In this

ca£,e"-,,certa,in provisio na in a license agreement

were alleged to violate the Sherman Act on the

grounds of anti-competitive nature thereof.

(b) Issue on existence of trade secrets;

An issue of whet~er certain trade secrets existed

which were supposed to be the basis of know-how

license was also held to be out of the sphere of

arbitration because it is a crucial antitrust

* Member,pf J?,paJ1 ~ar "nd First Tokyo Bar Associations since
1963:' Graduated; Legal Research and Training Institute of
the S\lpl,'eme Court of Japan, 1963; M~ Jur., University of
Tokyo; I1,C.L;; University of Chicago; J.D. Harvard Law
School; ,:R"r,E3~a~c:~ ::Assoc~ate and Senior Fellpw in. law, University
af Washington Law School (1965-66, summer of 1967).,
PUBL~CATIONS: Basif Problems on Laws of Internatinonal Trans­
ac taons (1970); 'International Contract (1972); Lectures on
Prac tac e of International, Transactions, Vol. I through III
(1975-79).
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. contains the arbitration agre~m~nt~t>g~g:i.chis

issue :i.tl t"e.sense that the Sherman :Act would

outlaw know-how license if the trade secrets

fraud

formir.gthebasis of know-how license did not.

in fact exist. A & E Plastik Pak Co. v. Monsanto

Co., (C.A. 9) 396 F 2d 710. 0t>thistoPic, see,

Symposium: Arbitration and Antitrust, 44 N.Y.U.L.

Rev. No.6.

or misrepresentation. It·is also related to the

question of the scope of arbitration agreement.

Some New York cases treat the question of arbi trabili ty

of fraud and misrepresentation to be a question of

It is said that New York cases are uncertain as to

the issue of arbitrab:i.lityoffrauda"lld misrepre­

sentation. See. Eager, The ArbitraHon Contract

and Proceedings 87. Thisquesti6n appei;s to be

related to the question of separabiiitj"(severability)

of arbitration clause from the contract which

alleged to be voi.d.·or· vO:i.dable. by virtue

(c) Fraud and misrepresentations;·

The British courts usually refuse to enforce an

arbitration agreement by allowing court proceedings,

ordering the arbitration agreement to cease having

effect or giving leave to revoke submission to

arbitration made thereunder. ·See, Russell On

Arbitration, 21 (1970).



the scopether"of, i. e., whether' the scbp.,Of'

arbitration claus", is so broad, and all inclusive

as-'to,cove.r~:r-escf.sad.on byfra1Jd'> 0,1" m.isrepre'sentati'6n.

See, Metter of Potter co,', 2 Misc. 2d 515; Matt"r

of Fabrex Corp., 200 N. Y.S. 2d278; Matter Of

(d) .Usurttous contract;

The question" of, whether an agreement is usurdous

and void, should, be determined, by the, court and'

an action to compel is denied. ~v; Abrash;

'17N;Y; 2d 445i.266N;Y;S.2d806.

(e) Illegal transactions;

Vfuere the subject matter of arbitration involves

an illegal transaction, a dispute thereon is not

arbitrable and arbitration awards not consistent

With stid;iitOry regulation of mandatory nature

cannot have any binding effect. See, ,Russell on

Arbitration2L,

An issue relating to a violation of statutory

prohibition or pUblic policy is to be determined

by the court and is not within the competence

of arbitrators. Eager, iEi£. 73. British and

American cases are unanimous on this issue.

(2) The Existence and Validity of Arbitration Agreement:
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The exis te nce and vali~ity pf arbitrati.o.n agreement itself

is notreferap1eto.arbitraj;ion and...such-. que s tdon ahou'Ld

),~ det~rmined by the;· cour-ts • Eager"ibid; /flatter; of

Gruen, 18 N;.Y. S; 2d 990. Th~re;"LSjihowever,adiversity

of cases on this point.

(3) Issues Relating to Patents:

Usually patent laws of civilized n!,tignsprovicie'rfor

vardoue-. types; Of; proceedings' for determination,; by; the

Patent,;Examiners .and otherPatent; Office';officia1s' of

certain disputes,; relating to .patentapplications and the

patents granted. On1y'actionab1e.c(:18,ims at thecdurts can

be subject matters of voluntary arbitration by agreement

of the parties concerned and itfs'sul:iiii:i.Hedthafarbitration

by agreement cannot substitute specific power of the Patent

Office specific procedures for which are set out in the

patent laws. See on this topic, Russell on Arbitration 18.

(4) cNo.n-1ega1 Issues:

Although a genera:). arbitration c1allse';,l.lsu,,!11;rstates the

scope of arbitration very broadly (sllch as "all disputes

and di{i~rences ariifng out of 0; in connection with the

Agreement"), ordinary interpretation ther,eof is limited to

"ac tionab1e d1.rim~"j(1. e. ,legal claims) and does not

encompass a matter of appraisal or business issues.

If there is a specific agreement to refer certain business

rnat t e'r-s toaI'bit:rfitiolf,"'such a'-s'de:ielriniJia"ti:bn:'df lfre'asollable

prices" or change of royalty rates under certain circum-



stances ( such as a competitor colnnieridng to sell tile same

products in the same markets and adversely affeCting sales

pricas'Of'thelfc'erised pr-oduc tis )', 'suc'h specifi'c:'arbilration

agreement is enforced. Matter of Katz, 201N.Y.S. 2d 996;

Matter of Marshall, 262 N.Y.S. 191.

(5) Tort Claims:

A question Of whether or not tort claims are. cover-ed by a

typical geller'll arbitration .clause of "all disputl.s under

the contract" has not been settled .q..ui te well. In Astro... ,._.:-....' .. ,.-..._ ... -... ~

Vencedor Compania Naviera S.A. v. Mabanaft G.m.b.H. (1

Lloyd's Rep. (1971) 502) the British Court of Appeal ruled

th·at tort claims should be construed to be covered by

such general arbitration clause in the c:ase where the

char-ter-par-ty contained such arbihation· clause and the

claims were based upon alleged wrongfUl arrest of the vesseL

2. Advisability of Arbitration in Licensing Arrangements

(1) From th·eViewpointof Transaction Costs

.Some experiencedlawye·rs disagree nth the c:ollllllolllyacc:epted

·view thatarb.i tration pr~eedings are much less expensive

·'than the courtproceedings,Clrin thetermi·nology'of'

economico,'transaction costs' carr :beredueedby referring

the' solution of disputeo to arbitratioll. Thi:s cOlllJllollly

accepted view is generally true i:n case the value involved

in 'the disputes is not very large, but incase it is very

large or the disputes are vitallyimpClrtant to a' party,

"then parties understandably retain one of the best and most
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<l:xpensi;velayger" and prosecute 01\defe"d Jlle.a:r:bitrat.ion

asa.gg:r'~ssivelJ':ai'.;en the case of cPll:r:t p:r'0ceed:ings. At

the. l"ast, it is very rare. that a llartJ': can. dispense with

having legal counsel for the arbitratign p:r'0ce"ditlgs,

particularly in case Of international ..":r'bitration•.. In

addition to attorneys' fees, the parties must pay all costs

for arbitration proceedings and arbitrators'compensation

which is not at all cheap when outsdn~:i.~g:rigures are

.appo:iUt';,i on the panel of arbitrators, whereaS in the

""se of court proceedings the obstsof proceedingS and

judges' salaries are born by tl1e'(}Overnment;

It..woul.d. be fair. to, saJ':, th"refore,:.that costwise the.

arbitrat:i,on is .not nepess";rilJ':beHer than l"wsllit. At

least there is. ordinarily no.s:ignificantdifference of

.C0l3tS between."rbitratign an<'[actignw:ithth", cour-ts ,

(2) Speedy Settlement of Disputes

It is generally ~a.i~£hat arbitrati6rieriablesspeedy

settlement ofdisp,:\tes. Althoue;)L.th:is> max be true for

',mi I;lpr.. Q.i_-sp~_teS, '._ .ar,bitra.t~on<proc,eedings :.for.serio,us',di'sputea

elisily,ta.l<es"V.eralyears 0.1' .t§!'me because parties s tringe ntly

prosecute '.".nd <ie.fen<i.the cases and some.timestry. to remove

thepa.se from lirbitration andt.o place. into .the.hands.of

judges, as a delay tactics or in case. one, party has a bona

fide fear that the outcome·ofar.bit.ration may not. be:

favorable to him. rurtl1ermore,courtprocee<iings are

necessary to enforoe .arbitrationawards:if the losing
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party "does not voluntarily c"omply with the arbitration

awards. It is generally true that outcome of arbitration

is less predictable than judgments, so that each side of

the parties tends to feel somewhat uneasy about possible

outcome of arbitration, and this not rarely motivates

arbitratiqn.

For these reasons, I submit it to be advisable to provide

arbi tration for disputes involving a claim the value of

which does not exceed certain large sum "of money (for

instance, three million dollars), and otherwise to leave

the disputes -t o be judicially settled.

(3) Quality of Adjudication

It is commonly submitted that the quality of adjudication

in arbitration can be superior to court judgements on the

grotihds'that in arbitraHonoutstanding exper-ts -can be

appointed as arbitrators. Although thisarglimenthas

undeniable merits, the quality of adjudication should be

eXamin.edf'rom broaderspectrllm.

First, the "fact that arbitrators need not nece"sarily

follow legal. ,.ules and may base their. jUdgment upon common

sense can on one h~nd :p~odu~e~ore·~ensible conclusions

in certain cases but on the other hand it can alsq deteriqrate

the quality qf adjudication becaUse common sense cannot be

ascertained objectively and it necessarily involves personal
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opinion and va'l.ue jUclgmentand ca,nfurthereliminate

rational and logical ,analysis. Three persons can have

tl1ree different kinds Of "common sense" refle~tingtheir

Cp~rf3CJnalV'~+ll~,bi<3:~es. ~u.s" uccnnmon,' s.~n$e. j'udgmrntll

can produce sloppy conclusions inasmuch as .sl1perior

jUdgments.

Secondly, the fact that arbitration does not follow

string~nt pro~edupal,rulesmaygnone h§.ncl ~nabl".s;flexi­

bilities and efficiencies but on the otherhand,it

deprives Clf'procedl1raldl1eppoce.ssjiIldsafeguarcls in the

,process of adjUdication. The rules,of ciyiLprocedure

devised from the time of Roman Empipe and improved and

refined by the wisdom of human beings for over two

thousand years may not be so rbad and terrible as' those

who argue in favor of stB.ki.ng themou1:all' together.

Tllirdly,the fact that arbitr,ati,onpermits selection,of

outst;andiIlg,f:i,gur,es a",adjudicaj;o"" may work .better in

,SClIl!~.cases. ,pl1tther,eremains ,8 .question of, whether a

class of professionally tr;a:;,Ileclpeopl"as called "judg"s"

are so bad in average. Even assuming for arguendo that,

so~:e ':6i"th':~~ are";s:Low-rn{ri'd'e'(fj:::igri8r~ri'{~;it:J;id"'k'nd c'razy,

, 6ne muei deIll6Ilsttatetl1atbJsfl1'ek,,",Elni:irthepe6pie'bf

other profession" a.tebetterqua.lif:ieiJ. to adjudicatE>

complicated disputes'iIl;olvingsdphisticated legal
, .. ' .

problems.



In case of adjudication of disputes arising out of licensing

arrangements of technology, however, quite often technical

questions are presented, anaJi t'ls·poiht-fld :out that"e:n:gi-ne'ers

be better appointed as arbitrators so that the adjudicators

of such issues can well understand and analyze the, problems ,~'" ,',
<-..!c_',"":_"_"&";".""~'_"'.'_'-': "-'_~'_'_""'~"'_:"'---r-,,,,:··,·,0.'·,""~:""'~:~~':-·----·'~--'·"--"-- ""~'''-'''' ',-c ••',.,_ ....,•.• " ""',"'-"" -,'" ... ,- ,'.... - ..

Certainly this argument has some merits but

after all the adjudication gf dispu~es must be reduced to

the matter of interpretation and construction of contract and

legal conclusion thereupon in so far as ,the rights and

obligations Of the parties under the respec~ive agreements

are the direct subject matters of arbitration. Rather a

problem of engineers being arbitrators is that they tend

tobe-vfiry innovative'from lawyers" 'viewpoirit in the

interpretation of contract and lawssbthst they sometime

come up with unique interpretations which professional

jurists can not possibly imagine at all.

Those questions and problems should be born in mind in

selecting arbitrators for particular cases and arbitration

has advantages only where most adequate and suitable

per-sons areselett"edfbr adjudicatingspe'cific 'issues to

which characters special attention should be paid

in appbihtihR arbitrators.

3. Wnat Arbitration Means After All

There are pros and .cons w:i,th~espect to,.:'ar"j)i ~ra~ion, but
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,'I-"d~scus"ed.'l-bqve, . those points which·areusually argued to be

t.he merits or. arbitration do. not command unqualified logical

~,cp,ep~aD:c,e~ Yet Ill,~l1ypeQple pr.efer, arbitration to court

.pr-oceedf.nga , and reasonsthereformaY'oe summed up as follow$:

(a) The term "arbitration" $ound$ psychologically better.

In this connection many businessmen feel the arbitration

to be closer to conciliation and not to be like a

battle by stringent legal rules. Some businessmen

may wish not to $ee what they have done to be legally

judged right or wrong in the public forum.

(b) From foreigners' viewpqint, "rbitration maybe attractive

in tl)atit can avqidjury;trialb.y .local people who

might favqra'oly "under.stand" .wnat . th.eir fellow citizens

would argue.

(c) A corporate executive or manager cQuldbe held to be

personally liable if h.e lo.s.this case in the judicial

judgment, or he might .fearthil-t he. could .be fired in

such event. In caseo:f. apbiJratiqnit ,is.,e,asier to

put all blames on arbitrator$byattributing the

unfavorable outcome to the ignorance and stupidity

of laymen arbitrators, This can be true for corporate

counsel and he may be able to feel safe in avoiding

possible jUdgment by the esteemed jUdges holding him

to be wrong. CertiiiriIYhe"h()UIii not be responsible

for:possible igridrance and sloppy awards of"'non;..

professionsl adjUdicators.
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(d) Arbitrationproce~dingsmay take lesser managerial

time than the court proceedings.

) In arbitration proceedings, persons having been in

pUblic accusations and harsh treatment in the court

battle.

4. Selection of the Forum of Arbitration

(1) Neutral Country v. Defending Party's Country

Ordinarily the argument on the selection of the. forum of

arbitration is to choose between a mutually acceptable

neutral country versus defending party's country. To

provide defending party's country as the forum for

arbitration has significant psychological effect of

encouraging negotiated settlement, because a suing party

tends to fear that the environment of the forum might not be

favorable to him. By the same token, a choice of strictly

neutral countries has the practical effect of encouraging

a cornprcimi.s'~',.settlemen:f. After ail arb1trat:i;.ol1proceedings

arealso"i;6:pensive in terms of,thetotal costs, andithe

'consideration for' enc cur-agi.ng a s--~ttlemerit throu'gh'negdtlations

should be appreciated'

(2) "~at the Choice of Forum would mean in Arbitration

(a):: The procedural l"ws of the forum applyvd.th r-espec t

to the pr-oceedj ngs of the arbitration (Lex fori) •
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(b) Judicial assistance of the local courts is available,

kJchasalrpoint";ent of arbitratorsi.n case the parties

are unable to agree upon the sel~"tion of arbitrators

and provision Df legal'judgment on questions of law.

(c ) "Arbitration Will normally be conducted in the agreed-upon

country but it does not prevent arbitrators from hearing

a witness or holding a meeting of arbitrators outside

such country, in case of necessity.

(d) The procedural laws of the forum of arbitration determine

whether the arbitrationawardsareva.l.id;

5. Selection of Arbitrators.

(1) List of Arbitrators

Private organizations for arbitration usually provide for a

list of arbitrators but unless the parties agree to follow

the rules on the selection of arbitrators established by

the respective private arbitration organization such list is

a mere reference only and the parties are free to select

those who are not l~sted in it.

(2) Consideration in the Selection of Arbitrators

In case of disputes ~rising out of license agreements those

who are on the list of arbitrators for commercial arbitration

are not necessarily the best choice"becau13e. one should have

technical backgrounds in the respective field of technology.

Ith~B,.the ,p~imary impol"tance"~ow~ver,, thatarbi trators

have profound knowledge on law. To. my experience, usually
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retrial by the courts is available, irrespective of how one

party is dissatisfied or· aggrieved.

because in arbitration everything depends upon arbitrators

and in so far as arbit~ation awards are legally'valid, no

Law professors. are. also .among best arbitrators partllcu.larly

in case they: have pr.actical experd enc eo.n private .: prac'tic~-'

or in the Government. To say that arbitratioriis a good

method for settleme.nt of. disputes, the essential presuposition
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As stated above, the procedural laws of forum apply with

respect to arbitration proceedings, Local arbitration

associations provide for rules on arbitration. Although

thGY are callod "rules of srbi tration" they are binding upon

the parties only in case the parties have agreed to subject

themselves to such rules of arbitration and to the extent

arbitration Bet up by private arbitration associations is

parties can voluntarily agree ~ithin the framework of the

local procedural laws. Reference by agreement to rules of

(1) Governing Law on Substantive Issues

Irrespective"ot-in what country an arbitration is to be

held, those laws which are agreed upon by the parties in

contract or, in the absence of such agreement on the choice

of law, wJii.chsreidedtif1ed by the rUles of the conflict

of laws (international private law) shall be the applicabl~

lawson the· substantive issue.

6. Governing Lavl with respect tcArbitrati\:>n



an.agre,e-examine, when an arbitratipn, clause,,,j,El.inser"l:;e<;!
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Governing Law on Enforcement of Arbitration Awards

The laws of the country where arbitration awards are

sought to be recognized and enfopc?d ,goyernthe question

of whether the awards should .be regognized and judicially.

be enforced. Therefore, it is essential to review and

men~ local laws and cases of all related countries with
" ," ,,;, :';':' .:'.,., "",,,.>,,,.',',,;

respect to the jUdiclalrecognllion andeniorcelllent of

international or foreign arbitration awards.

tation of those conventions are ~eces?aryfor jUdicial

recogrition and enforcement of intern~~ional.or foreign

"'" -

Convention on the Recognition and Enforcement of Foreign

Arbit~~l Awards of Ju~e 7, 1959) appear n2! to be self­

executory treaties. Therefore, local laws for the implemen-

(.1) .Multinational·Treaties

So-called "Geneva Conventions on.Arbitration'.'(The protocol

on Arbitration Clauses of July 28, 1924, and the Convention

on the Execution of F()1''':i.gnA;bitf~lA'Wa.fcl~OfJtil.Y"25,
1929) andt'he "New York Convention on Arbitration" (The

nothing but an abriviated form of providing by agreement

.be.tween the parties:rules ofar.bi.tration·as they'deem fit.

Thepefore,:partiescanadopt.therulesof:arbitrati6n·of

cer.tain.local arbitration association with such particular

exceptions .as they may wish to deviate.

7. Recognition and Enforcement of Arbitration Awards



(2) Bi-national Treaties

There are bi-national treaties concerning judicial

recognition and enforcement of arbitration awards, mostly

in treaties of friendship, commerce and navigations. Article

IV of The Treaty of Friendship, Commerce and Navigation

between Japan and the United ~ States of~ Ameri~~~:p':;;id~~ as

follows:

Contract entered into between nationals and companies
of either p",rty .andnationals and. companies o.f.the other
party, that provide for the settlement by arbitration of
controversies, shall not be deemed unenforceable wi thin
theterritories.of ;such other party merely on the
grounds tha.ttheplacedesignated for the arbitration
proceed~ngs .~s .outside .. su.c~ .t"rri tories..01' that
nationality of one or more of the arbitrators rs not
that. of such other party•.. Awards. duly r.enciered pursuant
to any such contracts which are final and enforceable
und.er the. la"s oft~e place where. rendered, shall be
deemed conclusive in enforcement· proceedings brought
qefo.r.e. the courts ofcompetent.juris.ciictionof either
party,'a'ndshall be entitled to be declared enforceable
bysuch.collrts,exc"pt where .found.. contrary to .pUblic
policy. When so declared, such awards ·shall be entitled
te> !'r.ivilegesan(ImeaSllres of. enforcement appertaini.ng
to awards rendered locally. It is understood, however,
thatawards!,end"r"d outside. the. United St",tesof
America shall be entitled in any court in any State
thereof only to the •.same measur-e of r.ecognition as
awards rendered in other States thereof.

Upon carefully reading the language of· this provision, one

will find that this treaty provision does not per ~

require the judicial recognition of foreign arbitration

awards rendered in a Contracting State of the Treaty but

simply requires to treat them in the same manner and measure

as in the case of local arbitration awards; namely, if the

local laws do not recognize arbitration (even local), then

a Contracting State of the Treaty is not obliged to entertain

the recognition of arbitration awards rendered in the other
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Contracting State. In this respect it should be noted

that some States of U.S.A. do not recognize arbitration

Englishconformi ty with this prevailing interpretation.

itself as the avoidance of courts a~d jUdicial procedures.

However, the federal Arbitration Act will apply in favor

of the recognition of foreign arbitration awards but it

will be so only in so far as the matters fall into the

federal jurisdiction.

arbi tration.

translation of the ~espective provisions of .the Japanese

Code of Civil Procedure is attached hereto as MATERIAL A.

,(3) Ja>oa:nese Laws~ -on Ree:ognition of Foreign Arbit-ra ti-on

Awards

The Japanese Code of Civii Procedure prOVides f~~ and'

r-ec9grl~ i:es,: ..'~;p~;t:!a,~~:~'h':i:~:rqg '~;~'~~_;tg~ __r~~~-:i,ak~i ~;-~:~{(/Ir--~~~:~dS J

but language those provisions are concerned with local

-tha t, the Code provisions should apply mutatis mutandis in

favor of the judicial' recogni tion' and enforcement of foreign

:::"a'ibi,t:2ati'q'Il ,?,W~_~-d~,'~" :-Th:~re a$.e -:--9.Q~e::~+6W~:r ::,;#:Ou.~t ~ca,:s;es,Jn



LIST OF JAPANESE CASES ON ARBITRATION

Kuchiki Shoji K.K. v. MIKAMI K.K., 7 Minshu 848, Great
Court of Cassation (the former Supreme Court of Japan)
1928

Annual

Casanegi Compagnia di Novf.gazf.cne ..'e Commercia Sc p ..A.. v .. Nishi
Shoji K.K., 10 Kakyu Minshu1711, Tokyo District Court,
1959; see, 5Ja,pan~s~AnnllaL()LInt,erl1a1;iol1alLaw 112 (1961)

G.D. Rarande v. Oriental Hotel, 24 Vdnroku 865, Great Court of
Cassation, 1918·
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Kawakami, Chusai (Arbitration) KOKUSAI SHIHO KOZA (Lectures on
International Private Law¥l,ypl. III, 848

Kawakami, Shogai Chusai Keiyaku (International Arbitration
Agreement), in KEIYAKUHO TAlKEI (The Body of Contract
Law) Vol. VI, 245

Doi, Case Comment, JURIST No. 293, 109 (1964)

Kawakami & Henderson, Arbitration in U.S./Japanese Sales Disputes,
42 Wash. L. Rev. 541 (1967)

Koyama, Shusaiho (laws on A~b~tra,~ipl1l in HORITSUGAKU ZENSHU
(Comprehensive Commentary·ofLawj Vol. 58

Tagawa, Sh0 ji cliti.~a':t'Hi5'dJ()i,l€';\.i"( In.tFod[dion. to Law 0 n
Arbitration), 45 MINSli9H:0ZASSHI33,.
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BooK vm

ARBITRATION PROCEDURE

A~,,1_~~_._~8G~, ~~:g'~~~~_e~~ fO;,t~~s~b~iasi~~ o~. _~_ <»Il?"o~e_~8Y to_o~<:
or mor~ arbitrators is valid in 110 fnr ~lY as "the pertfee Are entitled to

conclude a compromi8t!w~th' reference tp the eubfcct-mattcr In dispute.

refer future ecntroversfee to arbitration

has no effect, unless it relates to determined relations of right lind the

controversies ~rising therefrom,

Article 788. no provision a~ toth~.-?~mination ofar_~itr~tol's is __~on~

tained in the agreement of submission, each party nominates an verbl­

trator.

~rticle 789•. if both parties are entitled to nominate arbitrators, the

pursuingparW .shall signify.to the adversan',i~writingthe arbitrator" - '. ',. '., _."" ,', .. -.... " ',- .".. '. ", i ,'"

Dominated by:himandealJ ;UPO~l' the.adversaryto .do the same on his side

alae within a term of seven (J) days,

I!: the, ,te.rm,ex.pi~es vo:ithou~'J:'est11t, .the ecmpetentDourt, upoll'tlle, app­

lication of ihe.pursuing.party,nominatcs,tllc ltr~itrator.

Article 79:0." A party b:a,vinguominate~an:arbitratorjsboundbv.such

nomination as regards the adversary after he.has.glven him notice,of the

nomination.

Arliclc 791. Where an arbitrator nominated otherwise than by the

agreement of submission dies,' or his position is vacated owing to Borne

other:cause,orhe,:reftiseatoaceept cr..carry out, the ,functions of: at-hi­

trator~the, party .who has "nominated him shall.i uporr.thecdemend 'of .tbe

adve!~ary,:appoillLano~h~r,ar1Jitratorwithin: 's" termofseven '(7)days.., -If:

this term expires without result. an arbitrator is nominated; ontbe ,appli­

cation .of: thc:par1y", from .. whomthe, demand ,', proceeded.. by the, eompetent

Court.

Article 792. The' parties may refuse an arbitrator on the same s'rc­

undsand unflerthe: same conditions as -they couldrefuse.e judge.
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improperly' deiaysihe'c~ecution

• Refusal mar also take place whrre.an:~rbnrator nominated otherwise

th~l1 by the agreement of 5ubmissi~n impr~perlY delays the execution of

his duties.

In,c~,paCI~.ate,d,pc~,~ons" ~h~,:d~af::~h~ ~:~m~~ ~D,d~ers~n,~ who ,~~,~ deprf­

ved of or' a~spend~d' fro~l the erijoynlent ~f ~u~ii,c.'rights ma;y~~ r~~~~'~~i:

Articl~;793.·'·'The agree~e~t' ~:/~~bmi~'~ion no longer operative in the

absence of previous provisions, arranged by the parties. for theJQllowing

cases, nihtkIy:

1.'Wh~re; sp~~ified'pe~~~n.~ 'b~i~i"~ominated arbitrators in the ngre~

ment, anyone of them dies. or his positionis v~cate'i{o~it;g'iii

other cause, or he refuses to accept the functions or dissolves a con-

tract entered into by him,

duties;

2. Where the arbitrators notify the parties that their opinions nrc equ-

ally divided.

.A:rtlCie'794." "The 'arbitr'ators.:'before making',:, t,h'eir': Awlird shan hear
the':'pai'ties ;'ahd''rnaki/ ':au'eh '~i'nqlliries"intO:; the' Circumstances '~un'derh1rig';.':

the controversy as they may deem necessary,

if, the.:abilc:nce;of:i9.hY agreement:of' tlie"partie~':~B 'to' 't~'e'-piOc'c'du~~.: iti

shall 'be regulated bY.the'srbi'rIitore :'aecOrdinK,ti):tneirdiscretion'.

Article 795: The"nrbitrntora.-:maY··exnmine 'wimessi:;g:nnd cxp'erts,:who

.vohiritarily"appear-' 'beforc'them:'

'The arbitrator~ are not empowered to ndministeI.' the oath to n mtnea's

or an expert.

h
Artic1c,796. :An,actylcnring",or.en:award','which: th e'.'arb!trators .deem

necessary: to.do.sbutwhich ;f.hc"y", cannot 'perform; shall, upon- the: ip'p1ic'a'~"-'

"tiori ':0£ .a',party end If cthe.applicatlon is:'admissible; :;be"'perfo:rmed,by:thc'"

.comp'e~ent- .Oourt.

T.h'e:Criurt whtch-basdlrccted a"Witness~or"'in\'ixjler't'" t6''tesHfj.'' i's'als'o:'

empowered to render the decisions wh~ch become necessary in the EVent:'

. of a refusal to testify or to give evidence.

;A.rticle'l97. The .arbttratora-maycontlnue 'fhe .procedure-end 'Iririke;,:"

rntsalble, and in particular where it is asserted that no valid agreement.

of submission exists.' that the agreement of submission does not relate to

the controversy to be decided, or that the arbitrators are not empo­

wered to functions as such.
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Article J98~ If-the-award.Is .to.be made-by aeveral.erbltrators, e.-ma-.

jorily of opinioll.s,~ed(l~s.,:unl~ss .otherwiae provided" In the agreement, of..
.eubmleaion.

Article ?99. The award must bear a mention of the 'day, month, And

',:year when it 'Was drawn .up, and be signed and sealed by the arbitrators;

-.All' exem:pHficntio'~ of, the award, also"signedil1ici'skafed' by . the~.a~bil

~,~:'E~~",:~~,~!I: __:,~,~:,,~,~E.!~,~:,,~,~,;':~~,~~.::,,~,~":,:!~,~_,IJ:,f!:!.~~,~,~~.,~:',:,!,lj,~,,,,Q!.i,g,!!"!.!l.l:
posttedat thc:competentCourt:with,the:,doeuments .cr-eervtee

Article 800., ,As between the parties, the awerd haa.the.effect of,a,{lnel.

";nndcoJlcl~sivejudgment(lf.,a"Court of, .Justlce.

ArticJ~ 801. Application to set aside .thenward may.be medea

1. Where. the: procedure .was inadmissi~le;

'2 •• Whl>re thci\.wnrd,colldemnsa:partyjo, perform.an a~t ~t1:l,~,pe,rf0r..

manes of which :is; prohib,it,ed'by law;

3. Where in the procedure the party was not 'represented in conformity

with the provisions of law;

4. 'Where thepartleswere riot heard.In the ,procedure;

5. Whel'e the award is not8ccomp~nied~.by reasons;

'6. Where the case comes under 'Art.·420~'Nos. 4 to 8 a.nd the conditions

exist on which an aetio'ri'for'r'enewal Ofpiocedur'e is permissible.

The 'a.ward cannot beset: ~sideon th'e;g~o.undB~Citiediri'Nos: '4~and'

-5 of this article, if the parties have otherwise ~grecd.

Artic1~,802.,E,xeeu.tionjn,virtueof; an eward.ean. bcenaulled only if,

the admissibility .thereof i~ prononuneedby,,,:1: jndgDlcJ)tor execution.
. ' ~ ". ,

No judgment of ex~ution can b}t rendered if there exi3~~ a ground

'Upon which application can be made for the annulment of the award.

Arti~le 803. After the judgment of execution has been rendered,

application for the annulment of the award can be made only on the

. ground specified in Art. 801, No.6, and then only if it is rendet:.ed credible

that the party without any fault on his part has 'Dot been in a position

10 assert the ground for its annulment in the previous procedure.

Article -804. In the case of the preceding article. .the action .;for. the

annulment of the award is to be instituted within a peremptory term of

one (1) month.

. The "term commences to run from the day on which the party acquired

knowledge of the ground for setting aside the award. but not before the·

judgment of execution has become final and conclusive. Mter ~he expl-
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ration- of five:(5) ;years "from the '''. 'day when the -'j1idgm'ent' of "execution

became final -and conclusive.' ~he' actfon1s: 'noloIlgeradxiiissible.
When the award is set aside (annulled), the annulment of the judgment

of execution shall simultaneously be pronounced.

.Article 805. ,The Oonrt ccmpetent in actio,nhaving: for the~r:()bje~tthe'

Domination_.~r_'1"efusalof a%). .arbttrator., the termination.(exHnction)of a~

agreement of submission. the, inadmissibility .' .of'arbitration procedure. the' ':

annulment of an' award. or the rendering of the judgment of execution. is

th~Su111mar;- 'Court-or the ',Distl'ict-· Court-deaignated in the '~greementof

submission and. in the absence of any such'desh:{nati()n;-~he SUIDmaly

Court or the District 90urt which would be competent if the claim were

judicially asserted in' a Court of' Justice;

Amongst two or more Courts" competent fn pursuance 'of.the provisions

of tbepreceding paragrapb, the Court 'which iscompetent Is thet to whieh

the parties or ~he arbitrator have first' addressed-themselves.

Supplementary Provision:

The date for the cperatton.of thls.Jaw will be determined. byJmpe­

. rial Ordinance.

S~pplem,entnryP.ro\:isions;

.'J:',he,.da~ ..for ,th,e,op,ertLtioJlotthis La'Y,,:~Hl-be,de~rmineClby'In1pe-'

'rial Ordinance•

. The provisions' hitherto in force shall apply to a compulsory execu- .

'...tjo~alre~yco:nunenced-before the enfor~eme'nt'-of'this:'Law.'B:owe~er~··

. the provisioris of Art.: P7~2'sbanb~'apPlicable to 'the'ab()ve'me~tiolled

execution' as well.
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