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HIGCH-TECH TOOLS AND COPYRIGHT:

What Are The Limits?

Over one hundred yeurs ago, the Supreme Court
first confronted issues «t the intersection of pho-
tography. new technelogy and copyright law. In
1884, the new technology was photography and
the Court wes called upon to decide whether a
photograph was a “writing"” of an "authar” that
could be protected under the Copynght Clause of
the Constitution. Put another way, did a photog-
rapher who reproduced the exoct features of his
subject by means of a camera create a copy-
rig]lntable' work? The Supreme Court decided that
a professional partrait photographer engaged in
much more than a manual operation of a new
machine. By posing his subject and selecting and
grranging costume, background and lighting, the
photogrepher produced a protectable expression
"entirely from his own original mental concep-
tion.” (Burrow-Giles Lithographic Ce. v. Sarony,
111 U.8. 53, 58. [1884]). A photographer’s choices
have repeatedly been found to comprise « cre-
ative expression that makes o photograph mare
than a mechanical fixation lacking criginality.
“The photographer’s eve, in effect, reflects "the per-
sonal reaction of an individual upen nature (-]
something irreducible, which is one man's clone.”
(Blezstem v. Donaldson Lthogrorphxng Co,, 188 1.5

239, 250 {1803]-
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Nowr, at the verge of a new century, a rich stock of photographic
{mages can be appropriated and manipulated in ways thet were
previously unechievable. Digital scanning of a photograph, for
instance, involves photographing an existing image with a special
opticad scanning or digite! cameta, The camera, operating some-
thing like a photocopy mactiine, translates photographic images
into digitel information by bredking the images into "pixels” or
small dots which are imperted from the scanner to the computer
and slered in a binary file. These pixels are easily menipulable
with tools provided in such popular software programs as Pholo-
shop and CorelDraw. Digital scanning technology also makes it
inexpensive and easy to obtain high quality copies of a photogra-
pher's works and to incorporate these photographs, or elements of
these photographs, into new and different works.

This new capability Taises new questions. Case law provides
guidance—if cnly by analogy—as to what might constitute
{infringement in specific instances involving the new technologies.
In particular, familiar concepts—including the exclusive rights
given to an author by Section 106 of the Copyright Act of 1976 (the
" Act”) to control reproduclions of, or derivative works based upon,
o copyrighted work and the defense of fair use under Section 107 of
the Act point the way,' This article discusses what has transpired so
far in this largely undeveloped area and atlempts to map out the
corilours of infringement of photographs in a new age.

SCOPE OF INFRINGEMENT

ubject o the fair use defense, appropriation of an
existing photograph is likely to infringe the photog-
rapher's right to control reproduction of the pholo-
graph as well as the right to quthorize derivative
y, works based upan it At the outset, the initial scan-
i ning of photographs is likely to constitute a copy-
J right infringement in itself. Only a limited number
' of claims involving digital scanning of photegraphs
hcwe been publicly asserted o date~the FPG v. Newsduy case
among the most notable—cmd none has been judicially resclved
(See PON, "Newsday, FPG Setfle Copyright Infringement Suit,” Jan-
uary 1885,

However, it has been generally recognized that the initicd input
of metericl into ¢ compuler conslitules copying? In one case, by
illustration, a defendant publisher of databases for the legal pro-
[ession used a computer scanner and optical characler recognition
software to scan West Publishing Company’s copyrighted advance
sheets of the Southern RBeporter. The scanning process copied entire
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West case reports, including West's copy-
rightable headnotes and synopses. While the
protectable elements of the West publications
were deleted before the cases were placed
on defendant’s dalabases, the temporary
storage of the full case reperts was found to
be an iniermediate copying that infringed
West's copyrights®

In Curtis v. General Dynamics Corp., plain-
iiff's photograph, "Wheelchair on a Perch in
Athens, Ohio,” was copled on a Photostat
machine, cropped, enlarged and placed into
a "comprehensive” to be used as a modet
during the development of advertising based
on the wheelchair image. A subsequent pho-
tcgrapher used the comprehensive as a
model for a new photograph and that sec-
ond photographer’s work was then used in

. the advertisement. The court first found that

1. Where an infringement involves a numbered, limited set of pholographs, a defendant
may also violate the so-called moral rights of the photographer—ihe rights of atribution

and integrity set forth in 17 U.S.C. 106A.

2. Bea Micro-Spare. Inc. v, Amtype Corp., 592 F. Supp. 33, 35 (D. Mass. 1984) (placement
of & work into a computer is the preparation of a copy, citing Final Repert of the Nationad

the making of a copy of the photograph on
the Photostat machine was a copyright
infringement in ilself. It then found that the
creation and use of the comprehensive were
a second infringement. - Finally the court
found that the use of the second photogre-
pher's work in the advertiserment was olso an
infringement of the original photograph. (18

U.SP.Q.2d 1608 [W.D. Wash. 19801 See PDN, .

“Swipe No More,” January 1990.)
Suppose, unlike in the Curtis case, seme-

one-scans a protected photograph but cre-

ates a final product that is not substantially
similar to the original work Is an intermedi-

" ate copy still infringing if used to make a final

product that is substemticlly different from the
origined work? Although scanning of pho-
tographs in this context seerms o be an unex-
plered question, again, case law presents

close analogies.

In Walker v. University Books, the narrow
question ‘before the Ninth Circuit was
whether plaintiff's copyrighted work—a set of
72 "FChing” or fortune-telling cards-could be
infringed by defendant's blueprints for cards
detendant had not yet produced. The court
below had decided that plans, preparations,
or blueprints of a final product were not tan-
gible reproductions of a work that could give
liability for damages. The Ninth Circuit dis-
agreed (602 F.2d 859 (9th Cir. 1979)). It held
that an intermediate copy of a protected
work could itself be infringing. If there was
infringement, the plaintiff could recover
statutory damages (and possibly attorney’s
fees) despite the fact that the defendants had
realized no economic gain from the inter-.
mediate copy. '

Cormmission on New Technological Usés of Copyrighted Works ("CONTU Re-port”} at
31). See also 2 Nimmer on Copyright 1 8.08 (1995) (inputling a computer program into o

computer is the preparation of a copy).

3. West Publishing Co. v. On Point Solutions, Inc., Civ. A. No, 1:93-CV2071, 1934 WL
778426 (N.D. Gar. Sept. 1, 1994).
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In Sega Enterprises v. Accolade, another
Ninth Circuit decision, the court held that
intermediate copying of computer object
code through reverse engineering could
infringe regcrdless of whether the end prod-
uct alse infringed. While the court found that
the particular intermediate copying belfore it
was a fair use, it reaffirmed the general hold-
ing of Walker that intermediate copying
could be an infringement in and of itself. (977
F.2d 1510 [$th Cir, 1992]).

Taking the reasoning of these cases
together, there appears to be little doubt theat
the optical scanning of a photograph alone

may infringe. The photographer
has the right to decide whether—
and, if so, the terms upon which—
use of an original photograph is to
be authorized. Consequently, it
would appear that a pheiographer
could be potentially entitled to some
mecsure of darnages where om origingl work
has been sccmned without autherization,
even if the infringer’s final product bears lit-
tle resemblance to the original work and
even if the intermediate work had no com-
mercial use.

Familiar principles of copyright law should

o a0 o 1, e T

The basic test for copyright
infringement is access plus
substantial similarity.

gavern whether an end use, such as publi-
cation, of o scanned photograph constitutes
infringement. The basic test for copyright
infringement is access plus substantial simi-
larity. Where the photograph has been
scanned and altered, the issue to be
answered is whether the original work is
qualitatively important in the allegedly
infringing work. If « cenltral or important
image ol the original work gives rise {o the
commercial or esthelic appeal of the
allegedly infringing work, substantial sirmni-
larity should be found.! Thus, absent fair use
or emother defense, infringerment should be
found.

Aside from the infringement issues raised
by copying of photographs by sconning and
the making of derivative works through com-
puler manipulation, at least one court has
specifically held that the disploay of photo-
graphic images on a computer screen and
the downloading or uplocading of those
images may be an infringement of the pho-
tographer's or copyright holder's rights of dis-
play and distribution. There, the defendant
operator of a subscription compuler bulletin
board displayed copyrighted Playboy pho-
tographs on the bulletin board. Subscribers
to the service both transferred the photo-
graphic images from the bulletin board to
their own personal computers ("download-
ing"} and transferred the images from these
personal computers to other persons
("uploading™). (See Playboy Enterprises v,
Frena, 838 F.Supp. 1552-57 (M.D. Fla. 1993))

The court first ruled that supplying a prod-
uct that contained unauthorized copies of the
Playhoy photographs was « “distribulion” in
violation of the right to public distribution
guaranteed to copyright holders. In addition,
the court held that the display of the photo-
graphic images on g compuler screen was a
showing of photegraphic images by means
of a device or process to a substantial
enough audience that the display constituted
a "public display.” Such « public display
was, again, o violation of a right reserved to
the copyright holder.

4. Ser. e.g.. Rogers v. Kooens, 960 F.2d 301 (24 Cir.), cerl.
denied, 113 S. CL. 365 (1992). In this case, delendant's
sculplure "String of Puppies” was closely modeled afler
plaintilf's photograph “Puppies.” The Second Circuit
found the sculpture to be an inltinging use and further
held the fair use defense inapplicable despile deflen-
dant's contention the primary purpose of the work was
for sacial commenlary. (See PDN, " 'String ol Puppies’
Deemed Improper Copy,” April 1921 and PDNews, “Art
Rogers Gains Courl Viclory,” luly 1992.) See also Stein-
berg v. Columbia Fictures Indus.. Inc., 863 F. Supp. 766,
713 {(S.D.MNY. 1987) (posler infringed artist’'s work even
though only a small portion of poster's design could be
considered similar).
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attempts to circumvent an available license
—or to-override an author's preference not io
grant a license—should ke found to interfere
with the potential market of the origing] pho-
tograph.® Specific claims are likely to turm on
issues such as the following:

l. To what extent does the second use
transform the original photograph and what
is the purpose of the use? In Rogers v. Koons,
for example, a photogreph was transposed
to an entirely different medium (sculpturs)
purporting to be fine art replete with social
commentary; the court found that the copy-
ing of the photograph "was done in bad

faith, prirmarily for profit-making motives and
did not constitute « parody of the criginal
work.” (960 F.2d at 310.)

2. To whai extent will the original phote-
graph be viewed as o highly creative work?
Relerring again to Rogers v. Koons, this sec-
ond factor miliiated against a finding of {air
use where the criginal photograph was o
“creative [ond] imaginative ... published
work of art” by an author who made his liv-
ing as a photographer: As « general rule, a
creative work is insulated from the fair use
defense more than a foctual work. Pho-
tographs should typically be trecied as cre-

citive even when they caplure public sights.
Indeed, photographers with a good eye who
are in the proper place at the proper time
have given us scores of indelible images that
mark the course of recent history.’

3. To what extent does the second work
quamntifiably and qualitatively utilize the orig-
inal photograph? Even the use of a small
portion of a photograph may defeat o fair
use claim where the use conslituies a whole-
sale or verbatim replication of significant ele-
ments of the photegraph.”

4. To what extent does the second use {it
within the customary markets for the original
phoiograph? If the market in which a defen-
dant used an allegedly infringing work is a
market the copyright owner could have
entered, the use would not be fair because it
denied the copyright owner a licensing fee, a
factor clearly diminishing the value of the
original work, At least one court has found
thet the potential value of o photograph may
be diminished where the plaintfl moy have
wanted fo release a numbered and limited
edition of the photograph and the defendant
has diluted the value of that limited edition
by an uncuthorized use of the photograph M

anulacturers of
digital scanning
devices risk possible
lawsuits over con-
tributory infringe-
ment. In Sony Corp.
of America v. Uni-
versal City Studios.

’ Inc.?, owners of copyrights in television pro-

grams and films brought suit against Sony,
the . manufacturer of the Betamox video
recording machine, asserting that Sony was
coniribulorily liable for producing the tech-
nolggy consumers used to make unautho-
rized copies of copyrighied works. Sony, in
defense, contended that the potential for
infringement posed by the Betamat was out-

8. See. eg., American Geophysical Union v. Texaco Inc.,
60 F.3d 913, 930-31 (24 Cir.’ 1995).

9. Fair use particularly perlinent to a “factual photo-
graph has been found under one narrow scenario.
Where an amateur’s film captured < momenltous and
otherwise inadequalely recorded, event in history, the
public's interest in viewing the pictorial record of that
event was found to outweigh the photographer's copy-
right interests. Time Inc. v. Bernard Geis Assocs., 203
F. Supp. 130, 148 {S.D.N.Y. 1968) (film of Kennedy assas-
sination).

10. CL. Curtis v. General Dynomics Corp., 18 USE.Q2d
at 1615 tholding that copying of less than one percent of
defendanlt's entire work may be infringement and not
[air use {citing Meercpol v. Nizer, 560 F.2d 108! (2d
Cir. 1977).

11, Richard Anderson Photography v. Brown, No. 85-0373-
R, 1990 US, Dist. LFXTS 18846, et *3 (W.ID, Vi, Apor, 16, 19800,
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weighed by the beneficial uses of the
machine, most notably "imeshifting—that is,
the copying of programs for later viewing
when owners of the Betamax were unable
to walch a program at the time it was sched-
uled for broadcast.” (464 U.5. 417 [1984]). The
Supreme Court—ultimately holding that
time-shifting was o fair use of copyrighted
works—gave this test for contributery
infringement: .

The sale of copying equipment, like the
sale of other articles of commaerce, does not
constitute contributory infringement if the
product is widely used for legitimate, unch-
jectionable purpeses. Indeed, it need mersly
be capable of substantial non-infringing
uses, (464 U.S. 442 £1984]).

Legitimate industrial uses of digital imag-
ing are apparent. Imaging services are reg-
ularly used now by the legal and medical
professions lor ecsy storage, access and dis-
play of documents, diagrams and other
images. By use of digital imaging, ruined
photographs can be restored to their original
luster with colors again vibrant and images
enhanced. Manufacturers of scanning
devices could point to these uses in the foce
ol any claims of contributory infringement.

While a manufacturer of a digital scanning
device may escape liability under the rule of
Sony, an operator of such a device may
incur lichility even if that operator is nol the
end user. Should, for example, @ business
scan copyrighted pholographs and put them
on computer discs for customners who then
use images on the disc in an infringing way,
the business could be liable {or fecilitating an
infringsament.” Moreover, an operator of o
computer service that mekes unauthorized
coples of photographs available to others
who may download or upload them to or
from their own computers may be licble for
infringement even if that operator did not
make the copies itself on the grounds that,
while there was no copying, the display and
distribution was an infringement for which
the operator was liable.?

CONCLUSION

hen photog-
raphy itself
was the new
technology.
the Supreme
Court  found
that traditional
- copyright prin-
ciples warranled statutory protection for
photographs under the Copyright Clause of
the Constitution. With new technologies
today making possible uses of photographs
that were unimagined even a short ime ago,
exisling copyright doctrines should once
again contral and should comfortably dis-
tinguish between infringing and non-infring-
ing uses of photographs. o ’

Michael S. Oberman is o partner in New
York's Kramer, Levin, Naftalis, Nessen &
Frankel, where he practices intellectual prop-
erty and commercial litigation. Trebor Lloyd,
on associcle at Kramer Levin, also practices
intellectual property and commercial litigao-

tion. Wendy Stryker, a third year law student
at New York University who was g sumimer
associate @t Kramer, Levin, assisted in the
preparation of this article. This article origi-
nally appeared in slightly different form in
The National Law Journal.

12. See by analogy RCA Records. a Division of RCA Corp. v. Ali-Fast Sys. Inc., 584 F.8upp. 335, 339 (S.D.N.Y. 1984), Bere
ine delendant wos in the business of copying cassetle lapes for ils custorners and copied copyrighted malerigls, The
court specilically rejected the notion that the tule of Sony might shield a “middleman” from liability.

13. Playboy Enterprises Inc. v. Freng, 839 F.Supp. al 1556 and in text supra at B-7. See also Religious Technology
Center v. Nelcom On-line Communication Services, Inc., 1995 WL 707167* 6-7 (N.D. Cal. Nov. 1, 1995) (acknowledging
that even absent direct liability for infringement of copyright, @ copyright bulletin board operalor may be liable lor con-

tributory infringemenl or may be vicariously liable).
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FAIB USE

ven if the copying and use
of a photograph are other-
wise infinging, liability
might still be avoided under
the "lair use” doctrine. This
doctrine recognizes that
at times the "competing
interest of society in the
untrammeled dissemination of ideas™ may
cutweigh the interest of the copyright holder.
Under Section 107 of the Act the courts
consider four factors: 1) the purpese and

character of the second use (including
whether such use is of a commercial nature
or is for nonprofit educational purpeses), 2}
the noture of the copyrighted work, 3} the
amount and substanticdity of the portion used
in relation to the copyrighted work as «

. whole and 4) the effect of the use upon the

potenticl merket for or value of the copy-
rightsd work. It is within the area of fair use
that the user's desire to exploit the new tech-
nologies and the photegrapher's interest in
the control and marketing of the original
work are likely 1o be resolved.

The Supreme Court most recently explorad

fair use in Campbell v. Acuff-Rose Music,
where the question was whether 2 Live
Crew's parody of Roy Orbison's song, "Oh,
Pretty Womcn,” was a {oir use. From the
point of view of the photographer concermed
about digital scanning, the most important
proncuncement -in Acuff-Bose Is that a
"tremsformative”  deriveative weork which
incorporates substanticl elements of pre-

_exdsting works might be a fair use, even if

that use was a concededly commercial one.
A "transformative” work was described as a
work that "adds something new, with a fur-
ther purpose or different character, altering
the first with new expression, meaning, or
message.” (114 5. Ct, 1164 [1994).) Such a
work, according to the Court, promotes the
goals of copyright, i.e., to promote science -
and the arts. :
One commeniator has suggested thet
Acuff-Rose has significantly shifted the fair
use balancing test to fover those who use sig-
nificant portions of the unlicensed, pre-exist-
ing copyrighted works of others to form “new
creative, commercial ‘derivative works,” "
particularly creators of digital and multime-
dia works.®? However, the Court's view of

- transformative use was articulated particu-

larly in the context of parody—a species of
comment and eriticism. The Court noted that
works of paredy by their very nature must
copy the heart of the pre-existing work, It also
pointed out that a paredy, unlike other deriv-
ative works, is unlikely to harm o copyright
holder's market in the sense that the parodic
work is likely to be a market substitute for the
copyright holder's criginal werk. Qutside the
area of parody, moreover, the purpose for
substantial borrewing should be more care-
fully scrutinized. Verbatim copying may
reveal a lack of transformative character in
the new derivative work. If the underlying
work is being copled merely to "aveid the
dnidgery in working up something fresh,”

"the' other factors, such as the commercial

nature of derivative work and the derivctive
work's ability to serve as a market substitute
for the copytight helder's work, “loom
larger.” {114 S, Ct. at 1172))

Fair use is, to be sure, a fact-intensive
analysis and it is difficult to predict how spe-
cific claims will be resolved without a full fact
pattern. Appropriation of an exdsting phote-
graph for a computer-generaied new work is
nonetheless unlikely to be found to be a fair
use, especially if the new work borrows
heavily from its source. Photographs are
commonly licensed and stock agencies are
beginning to make their works available for
authorized multimedia uses’ A use that

5. Sony Corp. of Am. v, Universal City Siudios Inc., 464
U.S. 417, 430-31 n.12 {1984) {quoting loreword to B, Kaplem;
An Unhurried View of Copyright, vii-viii {1957).

&, Richard R, Wiebs, "Deriving Markets from Precedent,”
The Recorder, Mar, 21, 1994, of page 10,

7. Susan Orenslein, "Digilal Muliimedia Madness,”
Legal Times, Sept. 13, 1933,






