LEGAL DEVELOPMENTS
Supreme Court Lets Ruling For Greenberg Stand
WASHINGTON, D.C.~The U.S, Supréme Court gave freelancers, an-
other victory October 8 when it declined without comment to review
a lower court's copyright infringement ruling against the National
Geagraphic Society (NGS). :
The 11th Circuit Court of Appeals ruled last March that NGS vio-
{ated photographer Jerry Greenberg's copyright by including several
of hisimages in a CD product without permission. The CD, which was
created in 1997 and has since sold mllllons of copies, reproduces each
back issue of the magazine page by page.
The appeals court ruled that the NGS CD “is in no sense a revi-

. sion. The Society. . .has created a new product, in a new medium,

for a new market.”
The Supreme Court’s refusal to review that ruling, combined with .
its recent ruling against publishers in The New York Times v. Tasini,

“provides a pretty clear message to publlshers as to the I:mlts of‘\-.

what they can do with pre-existing works that they don’t own;’ " says ¢
Greenberg's attorney, Norman Davis,

“The facts were different [in the two cases], but the meanmg is
quite the same,’ " Davis continues. The 11th Circuit’s ruling on Greens
berg “was so obviously consistent with Tasini” he adds,

Under U.S. copyright law, publishers can revise existing collective
works without permission from freelance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations.

In the Tasini case, publishers argued unsuccessfully that data-
base compilations of articles.amounted to revisions rather than
new caltlective warks. i

NGS also sought to convince the high court that its CD was a "}
revision rather than a new collective work. It tried to distinguish
its CD from the databases at issue in the Tasin/ case. by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Greenberg’s pictures in their original context. NGS
compared its C[ to microfitm and mrcroﬂche which are general-
ly considered revisions,

But Greenberg countered that it didn't matter that his pictures
were re-used in their original context. The NGS CD “is as compara-
ble te microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS’s copyright reg-
istration for the CD amounted to evidence that the
CD was a new work. “If the [CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, "why would registration of the entire new
product be necessary?” T

Greenberg dismissed the Geographlc s warnings
that publishers wouldn't be able to create electronic k
archives. if the nith Circuit decision wasn't over- Photographer
turned. “Lest in all of the alarms about the hand- Jerry Greenberg,
cuffing of publishers is the‘necesjs‘i"ty to preserve the
copyright balance set forth in the Constitution by protecting au-
thors' legitimate rights,” Greenberg said. Publishers could simply pay
to re-use the work of freelancers, he suggested.

14 PDN DECEMBER 2001

~ PDNEWS

By David Wali ' .




2R

o
bl
I

B T e e e

e L L

By David Wali: R

LEGAL DEVELOPMENTS

Supreme Court Lets Ruling For Greenberg Stand

WASHINGTON, D.C—The U.S. Supreme Court gave freelancers an-
other victory October 8 when it declined without comment to review
a lower court’s copyright infringement ruling against the National
Geographic Society (NGS).

The nth Circuit Court of Appeals ruled last March that NGS vio-

lated photographer Jerry Greenberg’s.copyright by including several
of hisimages ina CD product without permission. The CD, which was
created in 1997 and has since sold millions of copies, reproduces each
back issue of the magazine page by page.

5 The appeals court ruled that the NGS CD “is in no sense a revi-
il sion. The Society. . .has created a new product, in a new medium,
i for a new market.”

0 .

The Supreme Court's refusal to review that ruling, combined with

its recent ruling against publishers in The New York Times V. Tasm:'

“provides a pretty clear message to publishers as to the Ilmlts of"j_ .
what they can do with pre-existing works that they don't own,” says -

Greenberg’s attorney, Norman Davis.

“The facts were different [in the two cases], but the meanmg is
quite the same,” Davis continues. The 11th Circuit's ruling on Greens
berg “was so obviously consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing collective
works without permission from freelance contributors, But publish-
ers must get permission from authors to create new coliective works
or compilations. '

In the Tasini case, publishers argued unsuccessfully that data-
base compilations of articles.amounted to revisions rather than
new collective works, B

NGS also sought to convince the high court that its CD was a [
revision rather than a new collective work. It tried to distinguish &
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Greenberg's pictures in their original context. NGS
compared its CD to microfilm and mncroﬂche which are general-
ly considered revisions.

But Greenberg countered that it didnt matter that his pictures
were re-used in their original context. The NGS CD “is as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS's copyright reg-
istration for the CD amounted to evidence that the
CD was a new work. “If the [CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, “why would registration of the entire new
product be necessary?” T _

Greenberg dismissed the Geograph:c s warnings
that publishers wouldn't be able to create electronic ‘
- archives. if the nth Circuit decision wasn't over- Photographer
turned. “Lost in all of the alarms about the hand- Jerry Greenberg.
cuffing of publishers is the'necesgi'ty to preserve the
copyright balance set forth in the Constitution by protecting au-
thors’ legitimate rights,” Greenberg said. Publishers could simply pay
to re-use the work of freelancers, he suggested.
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LEGAL DEVELOPMENTS
Supreme Court Lets Ruling For Greenberg Stand

WASHINGTON, D.C—The U.S. Supreme Court gave freelancers an-
other victory October 8 when it declined without comment to review
a lower court’s copyright infringement ruling against the National
Geographic Society (NGS).

lated photographer Jerry Greenberg's copyright by including several
of hisimages in a CD product without permission. The CD, which was
created in 1997 and has since sold millions of copies, reproduces each
back issue of the magazine page by page.
The appeals court ruled that the NGS CD “is in no sense a revi-
¥ sion. The Society. . .has created a new product, in a new medium,
| for a new market.” |

The Supreme Court’s refusal to review that ruling, combined with

Greenberg's attorney, Norman Davis.

“The facts were different [in the two cases], but the meanmg is
qu1te the same,” Davis continues. The 1th Circuit’s rullng on Green-
berg “was so obviously.consistent with Tusini,” he adds.

Under U.S. copyright faw, publishers, can revise existing collective
works without permission from freelance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations. :

In the Tasini case, publishers argued unsuccessfully that data-
base compilations of articles.amounted to revisions rather than
new collective works.

revision rather than a new coliectivé work. It tried to distinguish

outthatthe databases re-used articles in isolation, while the NGS
CD re-used Greenberg's pictures in their original context. NGS
compared its CD to microfilm and mmroﬂche which are general-
ly considered revisions, ' -

But Greenberg countered that it didn't- matter that his pictures
| were re-used in their originai context. The NGS CD “is as compara-
ble to microform as a race car is to a horse” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS’s copyright reg-
istration for the CD amounted te evidence that the
CD was a new work. “If the [CD] is nothing more
thar a huge bundle of reprints of magazines,” he
asked, “why would registration of the entire new
product be necessary?” R

Greenberg dismissed the Geographic's warnings
that.publishers wouldn't b& able to create electronic ST
archives. if the 1tth Circuit decision wasn't over- Photographer

cuffing of publishers is the necessity to preserve the

copyright balance set forth in the Constitution by protecting au-
thors’legitimate rights,” Greenberg said. Publishers could simply pay
to re-use the work of freelancers, he suggested.
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The 11th Circuit Court of Appeals ruled last March that NGS vio- B

its recent ruling against publishers in The New York Times v. Tasini,
“provides a pretty clear message to publishers as to the limits of
what they can do with pre-existing works that they don't own,’ "says -

NG5 also sought to convince the hlgh court that its CD was a

its CD from the databases at issue in the Tasini case by pointing -
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LEGAL DEVELOPMENTS

Supreme Court Lets Ruling For Greenberg Stand

WASHINGTON, D.C—The U.S. Supreme Court gave freelancers an-
othervictory October 8 when it declined without comment to review
a lower court’s copyright infringement ruling against the Nationa!
Geographic Society (NGS).

The with Circuit Court of Appeals ruled last March that NGS vio-
lated photographer Jerry Greenberg's copyright by including several
of hisimages in a CD product without permission. The CD, which was
created in 1997 and has since sold millions of copies, reproduces each
back issue of the magazine page by page.

The appeals court ruled that the NGS CD “is in no sense a revi-
sion. The Society. . .has created 3 new product, in a new medium,
for a new market.”

The Supreme Court’s refusal to review that ruling, combined with
its recent ruling against publishers in The New York Times v. Tasini,
“provides a pretty clear message to publishers as to the limits of
what they can deo with pre-existing works that they don't own,” says
Greenberg's attorney, Norman Davis, = ' :

“The facts were different [in the two cases], but the meaning is
quite the same,” Davis continues, The 11th Circuit’s ruling on Green-
berg “was.so obviously consistent with Tasini” he adds. -

Under U.S. copyright law, publishers can revise existing collective
works without permission from freefance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations. - '

In the Tasini tase, publishers argued unsuccessfully that data-
base compilations of articles amounted to revisions rather than
new collective works.

NGS5 also sought to convince the high court that its CD was a "8

revision rather than a new collective work. It tried to distinguish
its CO from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NG5S
CD re-used Greenberg’s pictures in their original context. NGS
compared its CDto microfilm and microfiche, which are general-
ly considered revisions. '

But Greenberg countered that it didn’t matter that his pictures
were re-used in their original context. The NGS €D “is as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising, All those features add
up to a new work, he asserted. -

Greenberg aiso argued that NGS's copyright reg-
istration for the CD amounted to evidence that the
CD was a new work. “If the [CD] is nothing madre
than a huge bundle of reprints of magazines,”-he
asked, “why would registration of the entire new
product be necessary?” .

Greenberg dismissed the Geographic's warnings
that publishers wouldn't bé able to create electronic SRR
archives if the 11th Circuit decision wasn’t over- Photographer
turned. “Lost in all of the alarms about the hand- Jerry Greenberg,
cuffing of publishers is the necessity to preserve the
copyright balance set forth in the Constitution by protecting au-
thors’ legitimate rights,” Gréenberg said. Publishers could simply.pay
to re-use the work of freelancers, he suggested.
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LEGAL DEVELOPMENTS

Supreme Court Lets Ruling For Greenberg Stand

WASHINGTON, D.C—The U.S. Supreme Court gave freelancers an-
other victory October 8 when it declined without comment to review
a lower court’s copyright infringement ruling against the National
Geographic Society (NGS).

The nth Circuit Court of Appeals ruled last March that NGS vio-
tated photographer lerry Greenberg's copyright by including several
of his images in a CD product without permission. The CD, which was
created ini997 and has since sold millions of copies, reproduces each
back issue of the magazine page by page.

The appeals court ruled that the NGS CD “is in no sense a revi-
sion. The Society. . .has created a new product, in a new medium,
for a2 new market.”

The Supreme Court’s refusal to review that ruling, combined with
its recent ruling against publishers in The New York Times v. Tasini,
“provides a pretty clear message to publishers as to the limits of
what they can do with pre-existing works that they don't own,” says
Greenberg’s attorney, Norman Davis,

“The facts were different [in the two cases], but the meamng is
guite the same,” Davis continues. The nith Circuit's ruling on Green-
berg “was so obviously consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing collective
works without permission from freelance contributors. But publish-
grs must get permission from authors to create new collectwe works
or compﬁatlons

In the Tasini case, publishers argued unsuccessfully that data-
base compilations of articles amounted to revisions rather than
new collective works.

NGS also sought to convince the high court that its CD was a
revision rather than a new collective work. It tried to distinguish
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isclation, while the NGS
CD re-used Greenberg’s pictures in their original context. NGS
compared its CD to microfilm and mlcroﬁche which are general-
ly considered revisions.

But Greenberg countered that.it didn't matter that his pictures
were re-used in their original context. The NGS CD “is as comnpara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NCS's copyright reg-
istration for the CD-amounted to evidence that the
CD was a new work. “If the [CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, “why would reg|strat|on of the entire new
product be necessary?”

Greenberg dismissed the Geographic's warnings
that publishers wouldn't be able to create electronic
archives if the 11th Circuit*decision wasnt over- Photographer
turned. “Lost in ali of the alarms about the hand-  Jerry Greenberg
cuffing of publishers is the necessity to preserve the
copyright ‘balance set forth in the Constitution by protecting au-

thors’ legitimate rights,” Creenberg said. Publishers could 5|mply pay
to re-use the work of freelancers, he suggested.
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Supreme Court Lets Ruling For Greenberg 5tand

WASHINGTON, D.C—The U.S. Supreme Court gave freelancers an-
other victory October 8 when it declined without comment to review
a lower court’s copyright infringement ruling against the National
Geographic Society (NGS).

The nth Circuit Court of Appeals ruled last March that NGS vio-
lated photographer Jerry Greenberg's copyright by including several
of his images in a CD product without permission. The CD, which was
created in 1997 and has since sold millicns of copies, reproduces each
back issue of the magazine page by page.

: The appeals court ruled that the NGS €D “is in no sense a revi-
. sion. The Society, . .has created a new product, in a new medium,
for a new market.”

The Supreme Court’s refusal to review that ruling, combined with
its recent ruling against publishers in The New York Times v. Tasini,

"provides a pretty clear message to publishers as to the Iimits of -
what they can do with pre-existing works that they don’t own,’ says :
Greenberg’s attorney, Norman Davis. : '

“The facts were different [in the two cases], but the meanmg is
quite the same,” Davis continues. The 11th Circuit’s ruling on Green-
berg “was so obviously consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing collective
works without permission from freetance contributors, But publish-
ers must get permission frem authors to create new cotlective works
or compilations.

In the Tasini case, publishers argued unsuccessfully that data-
base compilations of articles amounted to revisions rather than
new collective works. .

NGS5 also sought to convince the high court that its CD was a
revision rather than a new collective work. It tried to distinguish
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Creenberg's pictures in their original context. NGS
compared its CD to microfilm and mlcroflche which are general-
ly considered revisions.

But Greenberg countered that it didn’t matter that his pictures
were re-used in their original context. The NGS CD “is as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS's copyright reg-
istration for the CD amounted to evidence that the
CD was a new waork. “If the [CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, "why would registra‘non of the entire new
product be necessary?”

Greenberg dismissed the Geographlc S warnings
that publishers wouldn't be able to create electrenic ‘
archives if the 1th Circuit decision wasn't over- Photographer
turned. “Lost in all of the alarms about the hand-  Jerry Greenberg.
cuffing of publishers is the necessity to preserve the
copyright balance set forth in the Constitution by protecting au-
thors' legitimate rights,” Greenberg said. Publishers could simply pay
1o re-use the work of freelancers, he suggested.
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LEGAL DEVELOPMENTS

Supreme Court Lets Ruling For Greenberg Stand
WASHINGTON, DC.-=The U.S. Supreme Court gave freelancers, an-

| other victory October 8 when it declined without comment to review

- a lower court’s copyright infringement ruling against the National
Geographic Society (NGS).

The nth Circuit Court of Appeals ruled last March that NGS vio-

lated photographer Jerry Greenberg's copyright by including several
of his images in a CD product without permission. The CB, which was
created in 1997 and has since sold miliions of ¢opiés, reproduces each
back issue of the magazine page by page.

- The appeals court ruled that the NGS CD "is in no sense a revi-

- sion. The Society. . .has created a new product, in a new medium,

for a new market.” o
The Supreme Court’s refusal to review that ruling, combined with

its recent ruling against pubhshers in The New York Times v. Tasini, )
"provides a pretty clear message to publishers as to the Ilmlts of g &
what they can do with pre-existing works that they don't own "says -

Greenberg's attorney, Norman Davis.

“The facts were different [in the two cases], but the meaning is
quite the same,” Davis continues. The 11th Circuit’s ruling on Green
berg “was so obviously consistent with Tasini," he adds.

Under U.S. copyright law, publishers can revise existing coliective
works without permission from freelance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations.

in the Tasini case, publlshers argued unsuccessfully. that data-

base compilations of articles. amounted to revisions rather than i

new collective waorks,

NGS also sought to convince the high court that its CD was a ~ g

revision rather than a new collective work. it tried to distinguish
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Greenberg’s pictures in their original context. NGS
compared its CD-to microfilm and mtcroﬂche which are general-
ly considered revisions,

But Greenberg countered that,jt didn't matter that his pictures
were re-used in their original context. The NGS CD “is as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

- Greenberg also argued that NGS's copyright reg- -
istration for the CD amounted to evidence that the
CD was a new work. "If the {CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, “why would registration of the entire new
product be necessary?” . .
j Greenberg dismissed the Geographlcs warnings
§ that publishers wouldn't be able to create electronic

archives: if the nth Circuit decision wasn't over- - Photographer '

turned. "Lost in all of the alarms about the hand-  Jerry Greenberg.
cuffing of publishersis the necesmty to preserve the '
copyright balance set forth in the Constitution by protecting au-
thors' legitimate rights,” Greenberg said. Publishers could simply pay
to re-use the work of freelancers, he suggested.
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LEGAL DEVELOPMENTS

Supreme Court Lets Ruling For Greenberg Stand :
WASHINGTON, D.C—The U.S. Supréme Court gave freelancers an-

- other victory Octaber 8 when it declined without comment to review

a lower court's copyright infringe_ment ruling against the National
Geographic Society (NGS). ‘

The nith Circuit Court of Appeals rufed last March that NGS vio-

lated photographer Jerry Greenberg’s copyright by including several
of his images in a CD product without permission. The CD, which was
created in 1997 and has since so!d millians bfé;opies, reproduces each
back issue of the mégazine page by page. '
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The appeals court ruled that the NGS €D “is in no sense a revi- . B

- sion. The Society... .has created a new product, in a new medium,

for a new market.”

The Supreme Court’s refusal to réview that ruling, combined with .
its recent ruling against publishers in The New York Times v. Tasini,
“provides a pretty clear message to publishers as to the limits of : §

what they can do with pre-existing works that they don't own,” says-

Greenberg's attorney, Norman Davis. o

“The facts were different [in the two cases}, but the meaning is
quite the same,” Davis continues. The 1ith Circuit’s ruling on Greena
berg “was so obviously consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing coflective
works without permission from freelance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations. _

In the Tasini case, publishers argued unsuccessfully that data-
base cdmpilations of articles:amounted to revisions rather than
new collective works. ‘

NGS also sought to convince the high court that its CD was a “j§

revision rather than a new collective work. It tried to distinguish 3:-:‘

its CD from the databases at.issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Greenberg’s pictures in their original context. NGS
compared its CD to microfilm and microfiche, which are general-

But Greenberg countered that it didn't matter that his pictures
were re-used in their original context, The NGS CD “is as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising, All those features add
up to a new work, he asserted,

Greenberg also argued that NGS’s copyright reg-
istration for the CD amounted to evidence that the
CD was a new work, “If the {CD] Is nothing maore
than a huge bundle of reprints of magazines,” he
asked, “why would registration of the entire new
product be necessary?” Tt ) _

Greenberg dismissed the Geographic's warnings
that publishers wouidn't be able to create electronic
archives if the nth Circuit decision wasn't over-
turned. “Lost in all of the alarms about the hand-  serry Greenberg.
cuffing of publishers is the necessity to preserve the
copyright balance set forth in the Constitution by protecting au-
thors’ legitimate rights,” Greenberg said. Publishers could simply pay

to re-use the work of freelancers, he suggested.
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LEGAL DEVELOPMENTS
Supreme Court Lets Ruling For Greenberg Stand -
WASHINGTON, D.C.—The U.S. Supreme Court gave freelancers an-
other victory Octeber 8 when it declined without comment to réview
a lower court’s copyright infringement ruling against the National
Ceographic Society (NGS).
The nith Circuit Court of Appeals ruled last March that NGS vio-
lated photographer Jerry Greenberg’s copyright by including several
of hisimages in a CD product without permission, The CD,which was |8
created in 1997 and has since sold millions of copies, reproduces each ' @
back issue of the magazine page by page. :
The appeals court ruled that the NGS CD "is in no sense a revi-

¢ - sion. The Society. . .has created a new product, in a new medium,

for a new market." :

The Supreme Court’s refusal to review that ruling, combined with . |8

its recent ruling against publishers in The New York Times v. Tasini, §
“provides a pretty clear message to publishers as to the limits of-ﬁ; 3
what they can do with pre-existing works that they don't own,” says - §
Creenberg's attorney, Norman Davis,

“The facts were different [in the two cases], but the meamng is
quite the same,” Davis continues. The nith Circuit’s ruling on Greens
berg “was 50 obvicusly consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing collective B
warks without permission from freelance contributors, But publish- * §
ers must get permission from authors to create new collective works
or compilations. _

In the Tasini case, publishers argued unsuccessfulty that data-
base compilations of articles amounted to revisions rather than

ll new collective works.

NGS also sought to convince the high court that its CD was a "[§
revision rather than a new collective work. It tried to distinguish
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articies in isolation, while the NGS
CD re-used Greenberg’s pictures in their original context, NGS
compared its CD to microfilm and mlcroﬂche which are general-
ly considered revisions.

But Greenberg countered that it didnt matter that his pictures
were re-used in their criginal context. The NGS CD “js as compara-
ble to microform as a race car is to a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a sophisticated search
engine, sound, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS's copyright reg-
istration for the CD ‘amounted to evidence that the
CD was a new work, “If the [CD] is nothing more
than a huge bundle of reprints of magazines,” he
asked, “why would registration of the entire new
product be necessary?” T .

Greenberg dismissed.the Geograph:cs warnings
that publishers wouldn’t be able to create electronic B ol o
archives. if the nth' Circuit decision wasn't over-  Photographer [
turned. “Lost in all of the alarms about the hand-  Jeny Greenberg.
cuffing of publishers is the'necesgify to preserve the
copyright balance set forth in the Constitution by protecting au--
thors' legitimate rights,” Greenberg sald. Publishers could simpty pay
to re-use the work of freelancers, he suggested.
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Supreme Court Lets Ruling For Greenberg Stand

WASHINGTON, D.C.—The U.S. Supréme Court gave freelancers an-
other victory October 8 when it declined without comment to review
a lowar court's copyright infringement ruling against the National
Geographic Society (NGS).

The nith Circuit Court of Appeals ruled last March that NGS vio-
fated photographer Jerry Greenberg's capyright by including several
of his images in a CD product without permission. The CD, which was
created in 1997 and has since sold mitlions of copies, reproduces each
back issue of the magazine page by page. .

- The appeals court ruled that the NGS CD “is in no sense a revi-

. sian. The Society. . .has created a new product, in a new medium,

for a new market.”

The Supreme Court’s refusal to review that ruling, combined with |8
its recent ruling against publishers in The New York Times v. Tasini,
"provides a pretty clear message to publishers as to the limits of - §

what they can do with pre-existing works that they dont own,’ says ‘B

Greenberg's attorney, Norman Davis.

“The facts were different [in the two cases], but the meaning is
quite the same,” Davis continues. The 11th Circuit’s ruling on Green-
berg “was so obviously consistent with Tasini,” he adds.

Under U.S. copyright law, publishers can revise existing collective
warks without permission from freelance contributors. But publish-
ers must get permission from authors to create new collective works
or compilations.

In the Tasini case, publishers argued unsuccessfully that data- [
base compilations of articles. amounted to revisions rather than '
new collective works, _ :

NGS aiso sought to convince the high court that its CD was a *
revision rather than a new collective work. It tried to distinguish
its CD from the databases at issue in the Tasini case by pointing
out that the databases re-used articles in isolation, while the NGS
CD re-used Greenberg's pictures in their original context. NGS
compared its CD to microfilm and mlcroﬂche which are general-
ly considered revisions.

But Greenberg countered that it didn't matter that his pictures
were re-used in their original context. The NGS CD “is as compara-
ble ta microform as a race car is 1o a horse,” Greenberg argued, be-
cause the CD includes an opening montage, a saphisticated search
engine, saund, animation and new advertising. All those features add
up to a new work, he asserted.

Greenberg also argued that NGS's copyright reg-
istration for the CD amounted to evidence that the
CD was a new work. “If the [CD] is nothing more
than a huge bundle of reprints of magazifes,” he | 3
asked, "why would registration of the entire new
product be necessary?” T

Greenberg dismissed the Geographic’ s warnings
# _that publishers wouldn't be able to create electronic
archives if the nth" Circuit decision wasn't over- - Photographer
turned. “Lest in all of the alarms'about the hand-  Jeny Greenberg.
cuffing of publishers is the nece55|ty to preserve the
copyright balance set forth in the Constitution by protecting au-
thors' legitimate rights,” Greenberg said. Publishers could simply pay
to re-use the work of freelancers, he suggested.
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. users. A Windows version is due In Janua

+ released five new CD-ROMSs depicti
~business and nature themes. "
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Heidclherg sues Adobe

Heidelberger Druckmasclinen AG of Heidel- -
berg, Germany, recently sued San Jose,
Caiif-based Adobe Systems Inc., alleging
patent infringement. The patent, which
Heldelberg acquired when it merged with*
Linotype-Hell AG, covers calor retouching. In
a statement, Heidelberg said the complaint
was filed in an effort to defend its techno- -
logical developments and “is not meant as
an offensive move against Adgbe perse” ..
Peter Dyson, onlinc editor at Seybold PUbli-- .
cations of Media, Penn., said the technology .
in question is used by Adobe’s Photoshap e
-image editing soltware and “would affect any
developer with a color retouching package.”-.
Adobe said it believes the case has no” -

. .merit and intends to viqorously defend.it;clf.""

FontXpress 4.0 collects
fonts faster, squashes bugs
El;{ @ Marrison SoftDesign this month
“ refreshed its utility for collecting -

fonts from QuarkXPress documents.

FontXpress for Macintosh 4.0 will collect -
PostScript fonts more quickly because it no
Jonger searches entire storage volumes,”
Morrison said. The update also fixes incom-.
patibilities with Mac 05 8.0's Appearance -
Manager and Easy Open control panels,

Version 4.0's prepress error checking is
now in syac with XPress 4.0, the company
sald; the soitware no longer reports error
messages that are irrelevant in XPress 4.0..
.- Asingle-yser copy of FontXpress 4.0 has
a streat price of $70; a site license js $350.
Updates are frée to registered FontXpress -
ry.

Morrison SoftDesign of Chiarlott

’

. N.C., is at (704) 597-3789 or (200) 583
| 2917; www.morrisonsoftdesign,com.

bips collections’
tock ifhége._'t'onib:ﬁny -
:PhotoAlto this month.

3 T i

The CDs, $299 each, are Building I
try, Panoramic Landscapes, and Busines
and Teamwork, each from Jameés Hardy
Children's Life from Corlnne Malet; and

Compatible with Mac 0S, Windows, Sun - -
Solaris and Irix, each CD contains 20 .
images (except for Panoramic Landscapes,
which has 50). The Ad-size images, in
300-dpi and 75-dpi resolutions, are [PEG

~ filesin RGB mode, the company said. 7

Phil’s Fonts Ine. of Silver Spring, Md.,
the U.S. distributor of Paris-based
PhotoAlta (www.photoalto.com), is at
(301) 879-0601 or (800) 424-2077;
www.philsfonts.com,
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include everything in the bound maga-
zines, they soon realized it wasn't feasi-
ble to include the many cwo-sided gate-
fold maps because the scanning process
was 100 complex,

Beginning the ascent

In August 1996, National Geographic
commissionted Dataware Technologies of
Cambridge, Mass., to design a familiar
and easy-to-use interface for the product.

“Our focus group testing told us that
people wanted to be ‘able to use thig
product without having to read any
manuals,” Lux said,

Each disc’s opening screen displays
thumbnails of the magazine covers;
clicking on a cover opens the rable of
centents for that issue,

Indexing was the next decision, Lux
and his associates said they ruled out
using OCR to generate full texc searches.

“We didat think the value would
justify the resources to put ir into
place,” he said.

National Geographic had long in-.

dexed its issues for internal purposes,
so much of the search data, such as ar-

ticle titles, dates and photographers, -

was available. Dataware incorporated

Photoshop plug-in from
Extensis offers vector
drawing, text handling

BY DANIEL DREW TURNLR

iy Extensis this weck pulled
E*F the veil off PhotoGraphics
1.0, its plug-in that adds vector draw-
ing and text handling features to
Adobe Photoshop 4.x and later. Set to
ship on Jan, 2§ for Mac OS and Win-
dows 93, Y8 and NT, PhotoGraphics
will cost $150, Extensis said.

Ted Alspach, Extensis senjor product
marketing manager, said that Photo-
Graphics was conceived not to replace
Adobe Illustrator or Macromedia Free-
Hand, but more as a workflow system
for graphic designers using Photoshop
who find themselves launching draw-
ing applications in order to complete a

——————

text along a path

few simple tasks, such as placing text
along a path.
PhotoGraphics grew out of Extensis’

- PhotoText plug-in, Alspach said, and

reeains all its text layour and effects
funcrions, with additions such as
super- and subscript.

or object.

The vector drawing tools in Photo-
Graphics are intentionally reminiscent
of Nlustrator’s, Alspach said, complete
with flustrator-like keyboard short-
cuts. Artists will be able to use Bezier
curves to create vector shapes and to

See PHOTOGRAPHICS, page 10 »
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Bociety scans its archives
for digital consumption

BY ERIC A. TAUB
With their bold yellow spines, striking
photography and magnificent maps,
National Geographic magazines are
collector’s items in many homes; stacks
lie dusty in thousands of attics, too
cherished to be thrown away. Now the
National Geographic Society has
broughe its archives to life by putting
the contents of every issue since its
1888 inception on a set of CD-ROMs.
More than 190,000 pages and 109
years of history are reproduced and in-
dexed in The Complere National Geo-
graphic, including every article, photo-
graph, page map and advertisement,

“We code-named this project ‘Ever-

est,” parially because we had not real-
ized the enormity of this undertaking,”
said Larry Luy, senjor vice president and
managing director ar National Geo-
geaphic Interactive, a foc-profit division
of the National Geographic Society.

that information into a searchable
index using its CD Auchor Develop-
ment System, manually indexing the
magazine’s advertisements as well,

Narional Geographic and Dataware
chose Document Auromation Develop-
ment of Overland Park, Kan., to scan
the magazine’s pages. That company’s
propriety software, DocuTrak, indexes
and tracks images and information,
which helps automate the workflow.

For internal quality control, DAD in-
dexed each page it scanned, entering
the page number, volume and year into
a database; identifying whether content
was editorial or advertising; and noting
where editorial ended and ads began,

DAD worked from three sets of mag-
azines: a master and two backups. Twvo
sets also went to Dataware. Short on
some issues, Lux’s staff canvassed
garage sales and used bookstores, and
contacted individual collectors to ac-
quire missing copies.

'DAD used Hewletr-Packaed SeanJer
4C scanners; DocuTrak automatically
prompted the scanner operacor to place
the correct page on the glass. The com-
pany added two manual levels of qual-
ity control: Eachi day, staff members
checked the previous days work to
make sure all the pages were scanned.
Later they checked the CDs and com-

ational Geographic scans
a century of issues for (D

- off-center. Older issues with B
Birds of paradise. This cover from September 1995 is one
of more than 190,000 pages scanned.

Setting up base camp
The National Geographic
Society, based in Washing-
ton, D.C,, decided in 1995
to archive its magazine con-
tent as a resource for stu-
denss and educarors. Na-
tional Geographic sought
a product that would be
as faithful to the prine
product as possible, with-
out any extrancous bells
and whistles.

*“We were not going to in-
troduce video or delete any
content,” Lux said. “We
knew that we couldn’t im-
prove the print version of the magazine,”

One of the first tasks was deciding
how to formac the content. The team
considered converting the pages to
Adobe Acrobat PDF or coding the texr
in HTML, but it decided against both
options, according to Tom Stanton,
National Geographic Interactive vice
president of operations. Copyright was

pared the scanned imagés
with the original pages.
Color correction was
modest.  Nartional Geo-
graphic wanted to replicate
the original look of each
page as closely as possible.
If originals were sarurated
or washed out, the image
was kept that way. If a page
was printed off-center in the
magazine, it was scanned

damaged covers were elec-
tronicaily restored by copy-
ing and pasting from others
in Adobe Photoshop.

A year's issues — about 2,000 pages
— were scanned each day. Every
evening, DocuTrak compressed the jm-
ages and moved the files to a Panasonic
CD-ROM burning station, clearing the
Windows NT server for the next day’s
input. DAD burned two sets of CDs: a
sct containing JPEG images that was
sent to Dataware to be incorporated
into the product, and a nongompressed
backup disc, :

Reaching the summit
Lux said he and his development

‘partners struggled to maintain the

quality of the scanned images and

Man about town. Larry Lux led the effort to digitize
more than 100 years of National Geographic magazines.

the primary concern: Stanton sajd
team members feared that if they re-
arranged information in any way,
they’d have 1o reacquire certain copy-
rights. So they reproduced the content
in such a way that consumers can't cut

and paste information.
Although they said they wanted to
See ARCHIVES, page 11 »

Viewaz: | prin SRR 2y

limit the number of CDs.

“We didnt know how many discs
most people could deal with,” he said.

Apparently, 31 isnt too many. Na-
tional Geographic has sold 300,000 of
the $150 CD-ROM sets since the pack-
age was released in the fall of 1997,
making it the best-selling reference
product in North America, according
to Lux. (A $199 four-disc DVD ver-
sion, not included in these figures, was
released this fall.) Yearly updates are

“available on disc. Natiorfal Geographic

hopes that by the end of 1999, cus-
tomers will be able to download up-
dates froni‘the Internet, @
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Heidelberg sues Adobe
Heidelberger Druckmaschinen AG of Heidel-
berg, Germany, recently sued San Jose,-

Calif-based Adobe Systems Inc., alleging..
patent infringement, The patent; which
Heidelberg acquired when it merged with®
Linotype-Hell AG, covers color retouching. In
a statement, Heidelberg said the complamt
was filed in an effort to defend its techno- .

logical developrents and “is not meant as

an offensive move against Adabe perse.”. .

Peter Dyson, online editor at Seybold Publi-: .-

cations of Media, Penn., said the technology -
in question is used by Adabe's Photoshop " :
image editing sofltware and "would affect any
developer with a color retouching package.”,:,
Adobe said it believes the casc has no. |

.. .Imerit and intends to viaorously defend itseff,

FontXpress 4,0 collects
fonts faster, squashes bugs
g..,{ E Morrisen SoftDesign this month
* U refreshed its utility for collecting -
fonts from QuarkXPress documents,
FontXpress for Macintosh 4.0 will collect -
PostScript fonts more quickly because it no
longer searches entire storage volumes,
Morrison said. The update also fixes incom-.
patibilities with Mac OS 8.0's Appearance
Manager and Easy Open control pancls.
Version 4.0's prepress error checking is.
now In sync with XPress 4.0, the company
said; the software no longer reports error
messages that are irrelevant in XPress 4.0,
Asingle-user capy of FontXpress 4.0 has
a street price of $70; a site license Is $350,
Updates are free to registered FontXpfess

users. A Windows version Is due in January.

'Mon:xg_o Vr]]s'dr tﬁ:es_lgn of Charlo b ¢

- NG, 85 at (704) 597-8789 or'(800) 563.
2917; www.morxi, nsoftdesign.com. .

 The CDs, 5299 éach. aré Building
try, Panoramic Landscapes, and Busines
and Teamwork, each from James Hard

Children's Life from Corinne Malet; an

Comgatib]e.with_‘_Mac 05, Windows, Sun .-
Solaris and Irix, each €D contains 120 ..
Images (except for Panoramic Landscapes,
which has 50). The Ad-size images, in
300-dpi and 75-dpi resolutions, are JPEG

- files in RGB mode, the company said.

Phil's Fonts Tnc, of Silver Spring, Md,,
the U.5. distributer of Paris-based
PhotoAlto (www.photoalto.com), Is at
(301) 875-0601 or (800) 424-2977;
www.plllsfonts.com,
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include everything in the bound maga-
zines, they soon realized it wasn't feasi-
ble to include the many two-sided gate-
fold maps because the scanning process
was 0o complex.

Beginning the ascent
In August 1996, National Geographic
commissioned Dataware Technologies of
Cambridge, Mass., to design a familiar
and easy-to-use interface for the product,
“Our focus group testing told us that
people wanted 1o be able to use this
product without having to read any
manuals,” Lux said.
Each disc’s opening screen displays
thumbnails of the magazine covers;

clicking on a cover opens the table of

contents for thar issue,

Indexing was the next decision, Lux
and his associates said they ruled out
using OCR to generate full text searches,

“We didn't think the value would
justify the resources to put it into
place,” he said.

National Geographic had long in-

dexed its issues for internal purposcs,
so much of the search data, such as ar-

ticle titles, dates and photographers, -

was available. Dataware incorporated

Photoshop plug-in from
Extensis offers vector
drawing, text handling

BY DANIEL DREW TURNER

'y Extensis this week pulled
E‘* i the veil off PhotoGraphics
1.0, its plug-in that adds vectar draw-
ing and text handling features to
Adobe Photoshop 4.x and later, Set to
ship on Jan. 25 for Mac OS and Win-
dows 93, 98 and NT, PhotoGraphics
will cost $150, Extensis said.

Ted Alspach, Extensis senior product

- marketing manager, said that Photo-

Graphics was conceived not to replace
Adobe Hllustrator or Macromedia Frec-
Hand, but more as a workfow system
for graphic designers using Photoshop
who find themsclves launching draw-
ing applications in order to complete a

HHNWHHII}IIIII
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text along a path

few simple tasks, such as placing text
along a path.
PhotoGraphics grew out of Extensis’

» PhotoText plug-in, Alspach said, and

retains all its roxe layour and effecrs
functions, with additions such as
super- and subscript,

or object.

The vector drawing tools in Photo-
Graphics are intentionally reminiscent
of Hlustrator’, Alspach said, complete
with Hlustrator-like keyboard short-
cuts. Artists will be able to use Bezier
CRIVes o create vector shapcsﬁ:md o

See PHOTOGRAPHICS, page 10 »

National Geographic seans
a eentury of issues for (D

Society scans its archives
for digital consumption

BY ERIC A. TAUB
With their bold yellow spines, striking
photography and magnificent maps,
National Geographic magazines are
collector’s items in many homes; stacks
lie dusty in thousands of atrics, too
cherished to be thrown away. Now the
National Geographic Society has
broughe its archives to life by putting
the contents of every issue since its
1888 inception on a set of CD-ROMs.
More than 190,000 pages and 109
years of history are reproduced and in-
dexed in The Complete National Geo-
geaphic, including every article, photo-
graph, page map and advertisement,

“We code-named this project ‘Ever-

est,’ partially because we had not real-
ized the enormity of this undertaking,”
said Larry Lux, senior vice president and
managing director at National Geo-
praphic Interactive, a foe-profit division
of the National Geographic Socicy,

that information into a searchable
index using its CD Author Develop-
ment System, manually indexing the
magazine’s adverrisements as well,
National Geographic and Dataware
chose Document Auromation Develop-
ment of Overland Park, Kan., to scan
the magazine’s pages. That company’s
propriety software, DocuTrak, indexes
and tracks images and information,
which helps automate the workflow.
For internal quality control, DAD in-
dexed each page it scanned, cntering
the page number, volume and year iaro

a database; identifying whether content -

was editorial or advertising; and noting
where editorial ended and ads began.

DAD worked from three sets of mag-
azines: 2 master and two backups. Two
scts also went to Dataware, Short on
some issues, Lux’s seaff canvassed
garage sales and used bookstores, and
contacted individual collectors to ac-
quire missing copies.

"DAD used Hewlest-Packard ScanJet
4C scanners; DocuTrak automatically
prompted the scanner operator to place
the correce page on the glass. The com-
pany added two manual levels of qual-
ity control: Each day, staff members
checked the previous day’s work to
make cure all the pages were scanned.
Later they checked the CDs and com-

Sctting up base camp
The National Geographic
Society, based in Washing-
ton, D.C., decided in 1995
to archive its magazine con-
tent as a resource for sty-
dents and educators. Na-
tional Geographic sought
a product that would be
as faithful to the prine
product as possible, with-
out any extrancous bells
and whistles,

“We were not £0ing to in-
troduce video or delete any
content,” Lux said, “We
knew that we couldn’t jm.
prove the print version of the magazine,”

One of the first tasks was deciding
how to format the content, The team
considered converting the pages to
Adobe Acrobar PDF or coding the rext
in HTML, but it decided against both
options, according to Tom Stanton,
National Geogeaphic Interactve vice
president of operations, Copyright was

ki

pared the scanned images
with the original pages.
Color correction  was
modest.  National Geo-
graphic wanted to replicate
the original look of each
page as closely as possible,
If originals were sarurated
or washed out, the image
was kept that way. If a page
was printed off-center in the
magazine, it was scanned
off-center. Older issues with
damaged covers were elec-

Man about town. Larry Lux led the effort to digitize
more than 100 years of National Geographic magazines.

the primary concern: Stanton said
team members feared thar if they re-
arranged information in any way,
they'd have to reacquire certain copy-
rights. So they reproduced the content
in such a way that consumers can’t cur

and paste information,
Although they said they wanted to
Sec ARGHIVES, page 11 »

tronically restored by copy-
ing and pasting from others
in Adobe Photoshop.

A year's issues — about 2,000 pages
— were scanned each day. Every
evening, DocuTrak compressed the jm-
ages and moved the files to a Panasonic
CD-ROM burning station, clearing the
Windows NT server for the next day’s
input. DAD burned two sets of CDs: a
set containing JPEG images that was
sent to Dataware to be incorporated
into the product, and a noncompressed
backup disc. '

Reaching the summit

Lux said he and his development
partners struggled to maintain the
quality of the scanned images and

limit the number of CDs.

“We didn’t know how many discs
most people could deal with,” he said,

Apparently, 31 isn't too many. Na-
tional Geographic has sold 300,000 of
the $150 CD-ROM sets since the pack-
age was released in the fall of 1997,
making it the best-selling reference
praduct in North America, according
to Lux. (A $199 four-disc DVD ver-
sion, not included in these figures, was
released this fall) Yearly updates are
available on dise. Natioral Geographic
hopes that by the end of 1999, cus-
tomers will be able to download up-
dates from'the Internet.
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Record [abel executives
and music enthusiasts
continue to debate

the fine ing between
consumer rights and
COpyright infringement,

BY DAWN C. GHMIELEWSK|
Knight Ridder News Service

Like any college student, Tony
Tran knows his rights,

He has the right to sample music
for free over the Internet. He has
the right to download an entire CD
to his computer's hard drive and lis-
ten to it for days to determine
whether to buy it. And he has the
right to make caopies for his (riends.

“IF T like it, T buy it If I don't, 1
delete it,” said Tran, an 18~year-old
computer engineering student at
San Jose State. “Obviously, the art-
ists and record companies aren't
worried about consumers like me.
They're worried about the kids that
download and don't buy.”

But record labels are indeed wor-
ried. Sharing music is a'practice as
old as cassette tapes and college
dorms. But Internet song-swapping
sites and technological advances in
€D authoring turned what was once
a limited campus pastime to pan-
demic. And the recording industry
is determined to stop it

All five major labels are explor-
ing ways to squelch music piracy at
the scurce: the compact disc.
They're working with companies
such as Macrovision in Sunnyvale,
Ca.if,, to copy-protect CDs — essen-
tially, padlocking tracks on discs so
songs can't be “ripped” — copied

E

onto a computer - and distributed
endlessly over the Internet,

An alliance of equally powerful
technology companies, which
includes IBM and Intel, would
extend copy protection to portable
devices and removable memory.

Even the online subscription ser-
vices soon to debut — MusicNet
and pressplay — would introduce
conswmers to a new type of Internct
music experience: songs you rent
but don't own — and can’t take with
you.

These technological initiatives,
undertaken as part of anti-piracy
efforis, put the labels on a potential
collision course with consumers.
Restricting what consumecrs can do
with their music CDs challenges the
notion of “fair use.”

Simply put, “fair use” lets con-
sumcers make personal copies of
copyrighted works: from custom
CD compilations of favorite dance
tracks, to videotapes of the hit NBC
show Friends, to parodies of the epic
novel Gone With the Wind.

But fair use is a right that
remains up for grabs in the Internet
Age.

Napster’s attorneys tried to carve
out a “fair use” right for the millions
of people who traded song files over
the revolutionary peer-to-peer net-
work, Attorney David Boies argued
that consumers used Napster to

space-shift, or convert songs they
alrcady owned on CD¥ or vinyl into a
convenient, computer-frieadly (or-
mat. Federal judge Marilyn IHall
Patel didn’t buy it.

Record label cxecutives argued
then — as now — that “fair use” is
na right, it's a defense for copyright
infringement. Consumers have no
legal right to make personal copics
of the videotape they rent from
Blockbuster any more than they
could brazenly bring a cameorder to
the theater and record & movie to
watch later, Similarly, they don't
have a “right” to make multiple cop-
ies of the music CD they've pur-
chased — one for the car, another
for work and perhaps another for a
friend,

“It could well be a court would
find faiv use in making a conven-
ience copy of a sound recording, but
that’s never been tested,” said one
industry executive, “It’s not an affiz-
mative right, It's a defense.”

In the absence of clearly defined
fair-use rights for consumers, the
recording and film industries are
moving into the legislative void to
asscit their own rights over digitalty
distributed content, said Jessica Lit-
man, a law professor at Wayne State
University who specializes in intel-
iectual property.

P PLEASE SLE FAIR USE, 26
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Fair use is a right that remains up for grabs in the Internet Age

» FAIR USE, FROM 23
It's an effort to find a new way

to charge for the content they
already own — delivered ina
slightly ditferent package. And
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Contact: Tony Villes

(305) 867-2624 Phone
(305) 867-5013 Fax

E-mail: valles@ygrest.com
Web: www.ygrost.com

the legislative maneuvering
has aiready begun.

Sen, Ernest “Fritz” Hollings,
D-5.C., chairman of the Senale
Commerce Committee, circu-
lated a bill this fall that would
require manufacturers to build
in copy protection ¢n con-
sumer clectronic devices and
PGs. It would cover any device
capable of “storing, retricving,
processing, performing, trans-
mitting, receiving or copying
information in digital form™ —
a sweeping mandate that
would cover television sets,
VCRs, personal-video record-

“Thanks te its state-of
the-art technology, live,
anline clusses, bigh-
caliber faculty, and
diverse students, the

(% EMBA program is
belping e becone o
more strategic parier in
wy organization,”

—Milke Pustizzi
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‘The labels see an opportunity to move
to a paradigm where people aren’t
getting the whole enchilada anymore,
they’re getting just the beans.’

~ Induslry source, speaking on condition of anonymily

crs and camcorders.

The Hollings bill attempts
to address the motion picture
industry’s concerns about
pivacy — and its desire to
enerypt  digital television
broadcasts to prevent copying
in the home.

But it also scts the stage lor
a new lype of pay-per-view
madel, in which the consumer
could no Jonger record pre-
mium cable broadcasts of, say,
Showtime's Original Movie
Serics, or such popular HBO
pregrams as The Sopranos or
Sex and the City. Missed the
broadcust? You'll presumably
have to pay to watch 1t later,

“There's an irresistible
impulse to turn copyright con-
trol into cash,” said Litman, “If

it's sumcthing consumers want -

and the copyright owners can
keep control of it, the copy-
right owner can sell it sepa-
rately,”

The recor clmb industry is
maoving down the same path.

One of the label-backed
online music services —
MusicNet — will not permit
subscribers to transier songs

. to portable devices or burn

custom CDs. The partnership
belween  streaming media
gianl ReatMetwaorks and tabels
EMI, Warner Music and BMG
sceks to create o music rental
business — the online equiva-
lent of a Blockbuster for songs,
It represents a potential (resh
source of revenue that won't
crode the industry's income
from CD sales.

*“T'he labels see an opportu-
nity to meve to a paradigm
where people aren't getting (he
whele enchilada anymore,
they're getting just the beans,
And limited rights to the
beans,” said one industry
source, speaking an condition
of anonymity.

This desire to create new,
luerative markets for music
explains the industry’s efforts
to lock songs to CDs. While
enly onc label — Universal
Music Group — has publicly
disclosed plans to lock tracks
on CDs next year, all five
majors are experimenling wilh
similar techniques to prevent
copying.

When the industry dis-
cusses il at all, copy protection

1s described as a way to com-
bat underground iniernet file-
swapping sitcs such as Mor-
pheus, KaZan and Gorkster by
starving them of fresh content;
even as the industry sues the
alleged pirate sites in court. It's
a too]l to snuff-out piracy at its
souree.

Now,
story.

“The music business has a
problem. They have one way
to gel revenue: selling GDs,”
said one industry insider.
"We're trying Lo limit what
we're selling to you when we
sell a CD, so that we can have
other services.”

Locking music to the CD
unlocks markel potential. The
lIabels sce an emierging music
rental business on the nlernct
for cost-conscious consumers,
A reinvigorated business at
retail — one no longer threat-
ened by the Napsters of the
world. And perhaps cven a
“deluxe” version of the CD
that permits the flexibility con-
stimers now take for granted,
such as the ability to rip tracks
and create custom mixes or
cofivenience copies.

Macrovision moves the
record industry closer to that
vision with a new, liered mar-
kelplace for music with a ver-
sion ol its copy-prutection
technology to be announced in
coming weeks.

It places two versions of Lhe
music on a single disc. One
version would play on a regu-
lar G player, But when you
insert the disc into a computer,
the direclory of songs hides, so
CD-ripping programs can't
find the tracks o extract.
Inslead, the compuier sees
campressed versions of Lhe
songs that are encoded with
rights-management lechnol-
ogy that sets limits on what the
consumer does with the file,

"*I'ne cousumer can put it
on I'C, listen to i, mave it onto
a portable player — onee it can
be authenticated that he is the
right owner for that picce of
miusic,” said Miao Chuang,
Macrovision spokeswoman,

If copy-protection experi-
ments fail, record iabel execu-
tives say privately they will
simply abandon CDs for
another, more [tiendly formal,

for the rest of the
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BY DAWN C. CHMIELEWSKI
Knight Ridder News Service

Like any college student, Tony
Tran knows his rights.

He has the right to sample music
for free over the Internet. He has
the right to download an entire CD
to his computer’s hard drive and lis-
ten to it for days to determine
whether to buy it. And he has the
right to make copies for his friends.

“If I like it, I buy it, If I don't, I
delete it,” said Tran, an 18-year-old
computer engineering student at
San Jose State. “Obviously, the art-
ists and record companies aren’t
worried about consumers like me.
They’re worried about the kids that
download and don’t buy.”

But record labels are indeed wor-
ried. Sharing music is a practice as
old as cassette tapes and college
dorms. But Internet song- swappmg
sites and technological advances in
CD authoring turned what was once
a limited campus pastime to pan-
demic. And the recording industry
is determined to stop it.

All five major labels are explor-
ing ways to squelch music piracy at
the source: the compact disc.
They’re working with companies
such as Macrovision in Sunnyvale,
Calif,, to copy-protect CDs — essen-
tially, padlocking tracks on discs so
songs can’t be “ripped” — copied

~onto a computer — and distributed

endlessly over the Internet.

An alliance of equally powerful
technology companies, which
includes IBM and Intel, would
extend copy protection to portable
devices and removable memory.

Even the online subscription ser-
vices soon to debut — MusicNet
and pressplay — would introduce
consumers to a new type of Internet
music experience: songs you rent
but don’t own — and can’t take with
you.

These technological initiatives,
undertaken as part of anti-piracy
efforts, put the labels on a potential
collision course with consumers.
Restricting what consumers can do
with their music CDs challenges the
notion of “fair use.”

Simply put, “fair use” lets con-
sumers make personal copies of
copyrighted works: from custom
CD compilations of favorite dance
tracks, to videotapes of the hit NBC
show Friends, to parodies of the epic
novel Gone With the Wind.

But fair use is a right that
remains up for grabs in the Internet
Age.

Napster’s attorneys tried to carve
out a “fair use” right for the millions
of people who traded song files over
the revolutionary peer-to-peer net-

- work. Attorney David Boies argued

that consumers used Napster to

space-shift, or convert songs they
already owned on CD or vinyl into a
convenient, computer-friendly for-
mat. Federal judge Marilyn Hall
Patel didn’t buy it.

Record label executives argued
then — as now — that “fair use” is
no right, it’s a defense for copyright
infringement. Consumers have no
legal right to make personal copies
of the videotape they rent from
Blockbuster any more than they
could brazenly bring a camcorder to
the theater and record a movie to
watch later. Similarly, they don’t
have a “right” to make multiple cop-
ies of the music CD they've pur-
chased — one for the car, another
for work and perhaps another for a
friend.

“It could well be a court would
find fair use in making a conven-
ience copy of a sound recording, but
that’s never been tested,” said one
industry executive. “It’s not an affir-
mative right. It’s a defense.”

In the absence of clearly defined
fair-use rights for consumers, the
recording and film industries are
moving into the legislative void to
assert their own rights over digitally
distributed content, said Jessica Lit-
man, a law professor at Wayne State
University who specializes in intel-
lectual property.

» PLEASE SEE FAIR USE, 26
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Fair use is a right that remains up for grabs in the Internet Age

» FAIR USE, FROM 23

It’s an effort to find a new way

to charge for the content they
already own — delivered in a
slightly different package. And
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the legislative maneuvering
has already begun.

Sen. Ernest “Fritz” Hollings,
D-S.C., chairman of the Senate
Commerce Committee, circu-
lated a bill this fall that would
require manufacturers to build
in copy protection on con-
sumer electronic devices and
PCs. It would cover any device
capable of “storing, retrieving,
processing, performing, frans-
mitting, receiving or copying
information in digital form” —
a sweeping mandate that
would cover television sets,
VCRs, personal-video record-

“Thanbks to its state-of-
the-art technology, live,
online classes, high-
caliber facudty, and
diverse students, the

(& EMBA program is
belping me become a
more strategic partner in
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—Mike Pustizzi
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‘The labels see an opportunity to move
to a paradigm where people aren’t
getting the whole enchilada anymore,
they’re getting just the beans.’

- Industry scurce, speaking on condition of anonymity

ers and camcorders.

The Hollings bill attempts
to address the motion picture
industry’s concerns about
piracy — and its desire to
encrypt digital television
broadcasts to prevent copying
in the home.

But it also sets the stage for
a new type of pay-per-view
model, in which the consumer
could no longer record pre-
mium cable broadcasts of, say,
Showtime’s Original Movie

- Series, or such popular HBO

programs as The Sopranos or
Sex and the City. Missed the
broadcast? You’ll presumably
have to pay to watch it later.
“There’s an irresistible
impulse to turn copyright con-
trol into cash,” said Litman. “If

it’s something consumers want -

and the copyright owners can
keep control of it, the copy-
right owner can sell it sepa-
rately.”

The recording industry is
moving down the same path.

One of the label-backed
online music services —
MusicNet — will not permit
subscribers to transfer songs

- to portable devices or burn

custom CDs. The partnership
between streaming media
giant RealNetworks and labels
EMI, Warner Music and BMG
seeks to create a music rental
business — the online equiva-
fent of a Blockbuster for songs.
It represents a potential fresh
source of revenue that won't
erode the industry’s income
from CD sales.

“The labels see an opportu-
nity to move to a paradigm
where people aren’t getting the
whole enchilada anymore,
they’'re getting just the beans.
And limited rights to the
beans,” said one industry
source, speaking on condition
of anonymity.

This desire to create new,
lucrative markets for music
explains the industry’s efforts
to lock songs to CDs, While
only one label — Universal
Music Group — has publicly
disclosed plans to lock tracks
on CDs next year, all five
majors are experimenting with
similar techniques to prevent
copying.

When the industry dis-
cusses it at all, copy protection

is described as a way to com-
bat underground Internet file-
swapping sites such as Mor-
pheus, KaZaA and Gorkster by
starving them of fresh content;
even as the industry sues the
alleged pirate sites in court. It's
a tool to snuff-out piracy at its
source.

Now, for the rest of the

~ story.

“The music business has a
problem. They have one way
to get revenue: selling CDs,”
said one industry insider.
“We're trying to limit what
we're selling to you when we
sell a CD, so that we can have
other services.”

Locking music to the CD
unlocks market potential. The
labels see an emerging music
rental business on the Internet
for cost-conscious consumers.
A reinvigorated business at
retail —- one no longer threat-
ened by the Napsters of the
world. And perhaps even a
“deluxe” version of the CD
that permits the flexibility con-
sumers now take for granted,
such as the ability to rip tracks
and create custom mixes or
convenience copies.

Macrovision moves the
record industry closer to that
vision with a new, tiered mar-
ketplace for music with a ver-
sion of its copy-protection
technology to be announced in
coming weeks.

It places two versions of the
music on a single disc. One
version would play on a regu-
lar CD player. But when you
insert the disc into a computer,
the directory of songs hides, so
CD-ripping programs can’t
find the tracks to extract.
Instead, the computer sees
compressed versions of the
songs that are encoded with
rights-management technol-
ogy that sets limits on what the
consumer does with the file.

“The consumer can put it
on PC, listen to it, move it onto
a portable player — once it can
be authenticated that he is the
right owner for that piece of
music,” said Miao Chuang,
Macrovision spokeswoman.

If copy-protection experi-
ments fail, record label execu-
tives say privately they will
simply abandon CDs for
another, more friendly format.
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STATUTORY DAMAGES

A major benefit of registering your images BY ANDREW BERGER

nternet piracy of images is a growing problem for photographers. But pho-

tographers have a club to fight back, if they chose to wield it - statutory dam-

ages, the amounts set by Congress to compensate photographers for copy-

right infringement. And those amounts are going up. The Senate and House

have passed legislation (that President Clinton is expected to approve},

which increases statutory d'amages by 50 percent. But the benefits of statu-

tory damages come with a price. To obtain statutory damages, a photogra-

pher must have registered the infringed image with the Copyright Office within a

set time. Most photographers don't register. Hopefully, that conduct will change

when they realize the ease of registration and the benefits registration brings.

How to Register _ _

Registration is simple. A photographer
provides seven items of information on
Form VA (for visual arts), including the title
of the image or work; the year the image was
shot or created; the date and place of publi-
cation, if the image was "published" or dis-
tributed the image to the public; and the
type of work being registered - a photograph
or two-dimensional artwork, The form is
sent to the Copyright Office along with two
copies of the image being registered and the
filing fee of $30. Registration becomes effec-
tive when the form is received, even though
it takes about six months for the Copyright
Office to send back a registration number.

Each image does not have to be separate-
ly registered. There are many ways to register
a large group of images for one $30 fee. For
more information, go the Copyright Office's
Website at lcweb.loc.gov/copyright or call
that office at (202) 707-9100.

Statutory Damages and Attorneys’ Fees
Any victim of infringement, even
untimely registrants, can demand from the
infringer their actual damages plus the
infringer's profits gained by the infringe-
ment. But timely registrants enjoy the lever-
age of statutory damages, plus, if they are
successful in the copyright case, recovering
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their attorneys’ fees from the infringer. The
amount of statutory damages recoverable
depends on the conduct of the infringer.
Under present law, if an infringer can show
its infringement was innocent, it may pay as
little as $200 for each image infringed.
Willfu! infringers may have to pay as much
as $100,000 for each infringed image.

When to Register

Timeliness depends on whether the
image has been infringed. If the image has
not been infringed, it is not "too late" to reg-
ister it, even though it has been licensed for
years. But if the image has been infringed,
the photographer must register it within 90

~days of the infringement and also show that

the infringing use was the first time that the
image was "published" or released to public,

Some Examples

Let's assume that a photograph has been
displayed in the national media for years but
has never been infringed. Under those cir-
cumstances, the image will be timely regis-
tered when Form VA is received by the
Copyright Office. Another example could be
that a photograph is pirated and appears on
an Internet site on January 1. The photo-
graph has never before been published or
released to the public, If it is registered with-

in the 90-day window, or by March 31, reg-
istration is timely. For a final example, let's
assume the same pirated photograph is post-
ed on an Internet site on January 1 but this
image has been pﬁbiished for years in the
media. Even registration within the 90-day
window will not be timely becanse the image
has been published previously.

Photographers should therefore comb
their stock of images and register now those
images that have enjoyed success in the mar-
ketplace and have not previously been
infringed, Commercially successful images
are prime candidates for infringement. Also,
photographers will be able to timely register
those previously unpublished images which
are then infringed if they do so within 90
days of the infringement,

Benefits of Registration

Registration will help significantly a pho-
tographer victimized by infringement.
Infringers, faced with the prospect of paying
as much as $IO0,0DO in statutory damages
for each image infringed, as well as the pho-
tographer's legal fees, are likely to think seri-
ously about settling an infringement case.

The chances of a settiement are even
greater as a result of the Feltner v. Columbia
Pictures case, where the United States
Supreme Court established that timely regis-
trants are entitled ‘to have a jury decide the
amount of siatutory.damages. As that case
illustrates, juries will be generous when there
is clear evidence of infringement. In this
case, Columbia Pictures had sued the owner
of two TV stations in Florida for airing a
series of Columbia's programs for two years
without a license. When that case was first
tried without a jury, the district judge award-
ed Columbia $8:8 million. After the
Supreme Court's decision, the case was

retried last April before a jury which award-
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ed Columbia statutory damages of $31.7

million.

Some more examples

Two recent cases further illustrate the
benefits of timely registration. The first con-
cerns Images not timely registered, There,
our client supplied images to a company for
possible use on its Web site, The company
posted more than 100 of the images on that
site before amy license agreement was
reached. After the photographer com-
plained, the company removed the photog-
rapher’s images but then had an in-house
employee create more than 30 images which
were substantially similar to our client's
images. The company posted these similar
Lmages o its site.

Because the client’s images were not time-
ly registered, the photographer could
demand only actuat, not statutory, damages.
We argued the damages were what a reason-
able license would have been for the images.
We had to retain an expert to survey stock
houses to determine what they would have
charged for a similar use. The survey pro-
duced a wide range of prices, which is not
surprising given the many considerations
that affect Web pricing. The client could not
recover any profits attributable to the
infringement because the images on the
company's Web site did not appear to have
increased the company's business. Although
the case was settled for more than $40,000
earlier this year, the settlernent might have
been far greater if the images had been time-
ly registered.

The second example deals with a registered
image. There, a national news magazine first
published our client's photograph on its cover.
The client's copyright for the image was then
infringed when a clip art company, without
authority, put a graphic version of a comput-
er-generated image in its clip art collection,
which was distributed throughout the world.
We argued that this distribution essentially
destroyed the value of the copyright since we
could no longer guarantee potential licensees
exclusive rights to the image.

At the start of the law suit, the infringer
offered to settle the case for $7,500. On the

eve of trial, faced with the possibility of
statutory damages and paying our attorneys’
fees, the infringer agreed to settle for nearly
$100,000,

Wield that club

Often, photographers overlook registra-
tion, even though Congress has given them a
club — statutory damages — with plenty of
punch. Because photographers fail to regis-
ter, they cannot collect the substantial dam-

We expect our products to set the standard

by which other products are judged.

We expect our products to be the most reliable,

lightweight, and portable photographers have encountered.

You have great expectations. So do we.

R T R R R R EEEEETIEE—EEEEEEEEEEEEEEEEEEEEEEEEE——

BUSINESSSTRATEGIES

ages set by statute, which are about to
become even more substantial. When pho-
tographers recognize how simple it is to reg-
ister and the leverage it creates, registration

should become common practice. e

© 1999 Andrew Berger

Andrew Berger is counsel to the New York
City firm of Stecher Jaglom and Prutzman. He

specializes in intellectual property matters and
may be reached at (212} 355-4000.
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- PUB”SH!NG NE!HS .
Harper’s Pledges to Pay Royalties =~ .
NEW YORK-—Harper’s magazine says it wil do the

right thing and clear permissions with contributors.’
before following through with plans to distribute its

‘entire archives online.
 The -magazine ran an ad in

full-page scanned images of every page of the mag-

tions.” Currently the 150-year-old magazine is'scan-

ning 1gth-century issues that have passed into the .
public domain, so rights clearances aren't necessary. -
But project manager Jean Dubi says more recent }
issues of the magazine will be scanned within the :
~ next three years. “When the time comes, we will be
contacting everyone to get rights cleared,” she says. -
. Several years ago, National Geographic scanned all of

. ; its September issue "
‘advising readers that they would be able o “view _ tronic distributi ‘
. with its cdntr_ibuto_ﬁs;'Thé magazine 'signetd up in.

azine, including both text and spectacular illustra- . éarly 1996 with the Author’s Registry, a tights and

. - its magazines page.by page onto CD, asserting it didn't

" heed permission to reproduce the ‘text and pictures -
because they weren't creating a new work; they were
. simply transferring an existing work to a new medium. E
: and have filed at least four L
. copyright infringement claims against the Geographic. |

Contributors refute that,

[See Minden Settles with National Geographic, abovel.

- “We're well aware of the National Geographic sit-
uation,” says Dubi; adding, “We understand our
" Tesponsibilities.” Photographs published in Harper’s
are mostly from stock, and- suppliers include
‘Magnum, Contact Press l,r'na'ges and Matrix,_among
other agencies and individual photogra phers. "
_ Harper's was one-of the first magazines to'share
royalties from electronic distribution of its content

 royalties clearinghouse established by writers’ trade
'~ groups to ensure that writers get their fair share of
‘revenues generated from archival databases and
other electronic media. (No such clearinghouse
_exists for photography, though.) - IS
The Harper's archive CD will be produced and distrib-

. uted by Bell + Howell, a database company that happens
to be the target of a new federal lawsuit brought by writ-
ers in San Franicisco for distributing work they produced
for other publications without permission or payment.
But Harper’s spokesperson Kelli Caldwell says the
magazine requires any vendors distributing its con-
tent to share revenues with Harper's contributors.
“We're always looking out for authors. Our publish-
er errs on the side of not making something avail-

l able if the author is not going to be paid,” she says.




ALL THE RIGHT STUFF
A focus on photography and copyright issues

Many photographers are now showcasing their work on
the Web. With this comes the danger of having images
stolen. If you plan to use the Internet to promote your
shots, you’ll want to read what Seth Resnick, a 42 year-
old Boston-based photographer, has to say about
protecting yourself. In a recent interview with Jeff
Wignall, Mr. Resnick shared some of his secrets on
setting up his highly secure web site.

Some people invest in expensive watermarking
technology as a means to safeguard their work online.
Seth Resnick told us that he believes in using other ways to
protect his images. Upon entering www.sethresnick.com,
yvou'll find that Mr. Resnick has a very prominent
copyright statement right up front, which is indicative of
how he feels about the subject. In his opinion, using
existing copyright laws in conjunction with other
technology provides less risk and is a more effective
method of site protection.

For example, on his “portfolio” page, images are found in
frames that look as though they’re contained within a
36mm slide-mount. Someone downloading the image for
reuse would need to cut it out of its mount. Such an
action, according to the law, constitutes willful copyright
~ infringement and a right to punitive damages.

He also keeps the images small to prevent illegal usage.
A full-screen image at 640 x 480 pixels, for example, run
through Photoshop with some interpolation ecan result in
a 2 x 3-inch, 300 dpi image, ready for print. So keeping
images small is critical, says Resnick.

Another suggestion to protect your copyright is gearing
your site to your target audience. His site is designed for
high—erid corporate buyers. If someone searches for
“stock photography” on a search engine, such as
Infoseek, Mr. Resnick’s site won't even be listed. Enter
“stock photography business” or “stock photography

research,” and it cormes up number one. People who rip

off images aren’t likely to work that hard to find you. He
also suggests a video clip on your main page, which eats
up memory and increases download time. This does not

- affect his clients, as business people usually have T1

lines — something most low-end users do not.

The technique of using JavaScript to prevent
downloading images is also a useful tip. JavaScript must
be enabled to access his site. Even if a site visitor
manages to turn off the Java in an atterapt to steal any
work, he'll find the images created in multiple layers.
Once downloaded, the desired image does not appear.
Only one layer emerges — a transparent gif that reads,
“Call Seth Resnick for Permission.”

Ultimately, Seth Resnick believes that smply putting a
notice of copyright on your intellectual property is not
enough. In his opinion, the best way to deal with the
problem of copyright infringement is to understand
where the source of trouble is and deal with it there.
Protecting yourself with technology can work, if it.is
used in an effective and focused manner.
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Subj: Re: Tasini case to be heard by Supreme Court

Date: Friday, November 10, 2000 6:21:49 AM

From; dausten @ hoosier.net

To: fward @erols.com

cc: ‘ lulukiku @ aol.com, billgarret@aol.com, psihov@aol.com, jim@chd.com

Many thanks for keeping us in the loop, Fred.

BTW, | have not heard anything of Jerry's case in Florida.

David Robert Austen

(This article appears on the Law.com website. On Monday the Supreme
Court announced it would hear the Tasini appeal. The expected schedule
is to hear the case around April and to render a verdict by June 30.
There is an article in the Wall Street Journal on Nov. 7.} Copyright

Suit for a Digital Age Tony Mauro American Lawyer Media November
2, 2000 :

A major copyright case, The New York Times Co. v. Tasini, No.
00-201, tops the list of cases the Supreme Court is expected to
discuss at its next closed conference Friday, Nov. 3.

If the justices agree to consider it, an announcement could come Nov.
6. The justices convene for their docket-setting conference Friday
following arguments on Monday, Tuesday, and Wednesday of this week.
The cases highlighted here are selected by D.C. practitioner Thomas
Goldstein as cases that might be granted review, among the dozens
placed before the Court that will be discussed Nov. 3. Goldstein does
not otherwise participate in the preparation of the column.

{Note: Goldstein is one of the lawyers representing The New York Times
in Tasini. Harvard Law Professor Laurence Tribe is counsel of record.)

FREE-LANCE FIGHT

A digital age copyright dispute of major proportions is before the
Supreme Court in The New York Times Co. v. Tasini, No. 00-201.

A group of publishers, news organizations, and historians is urging the
Supreme Court to resolve the disagreement immediately, without waiting
for the question to percolate for years in lower courts.

At issue is whether the electronic publication of printed articles on
services such as Lexis/Nexis, CD-RCMs, and Northern Light infringe on
the copyright of free-lance authors of those articles. The publishing
world was tossed inte an uproar by a 1999 ruling that favored free
lancers on the issue from the 2nd U.8. Circuit Court of Appeals.

Though the main Times brief points out conflicts between circuits on
some of the issues involved, its main plea to the Court to take up the
case is based on the dire consequences of the 2nd Circuit ruling, if

it is allowed to stand. Since the 2nd Circuit includes New York, the
capital of the publishing word, the Times' lawyer Laurence Tribe
argues that "the Second Circuit's judgment, as a practical matter,
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sets a national rule requiring the destruction of decades' worth of
articles currentiy stored in electronic archives."

Publishers argue it would be completely impractical to track down
decades' worth of free-lance authors to obtain republication rights. A
brief by historians notes that many libraries have cut back on their
print collections in favor of electronic databases. "If the Court
denies cert, much of this material will be lost to history," says

Charles Sims of New York's Proskauer Rose. Sims represents 23
publishers and trade groups in an amicus curiae brief.

But Patricia Felch of Chicago's Banner & Witcoff, who represents
free-lance authors in the case, thinks the publishers are vastly
overstating the impact of the 2nd Circuit decision. The destruction of
databases won't be necessary, she insists. A mechanism is already in
place -- known as the Publication Rights Clearinghouse -- to handle
republication rights, analogous to ASCAP and BMI in the music world.
"Publishers won't have to track down every author," she says. Felch
adds, "With Larry Tribe on their brief, the Court may think twice
about it. But | think it is very unlikely the Supreme Court will grant
cert.
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A focus on photography and copyright issues

Many photographers are now showcasing their work on
the Web. With this comes the danger of having images
stolen. If you plan to use the Internet to promote your

shots, you'll want to read what Seth Resnick, a 42 year- ..

old Boston-based photographer, has to say about
protecting yourself. In a recent interview with Jeff
Wignall, Mr. Resnick shared some of his secrets on
setting up his highly secure web site. '

Some people invest in expensive watermarking
technology as a means to safeguard their work online.
Seth Resnick told us that he believes in using other ways to
protect his images. Upon entering www.sethresnick.com,
vouwll find that Mr. Resnick has a very prominent
copyright statement right up front, which is indicative of
how he feels about the subject. In his opinion, using
existing copyright laws in Conjuncti_On with other
technology provides less risk and is a more effective
method of site protection. -

For example, on his “portfolio” page, images are found in
frames that look as though they’re contained'within a
35mm slide-mount. Someone downloading the image for

reuse would need to cut it out of its mount. Such an

action, according to the law, constitutes willful copyright
infringement and a right to punitive damages.

He also keeps the images small to prevent illegal usag'e,
A full-screen image at 640 x 480 pixels, for example, run
through Photoshop with some interpolation can result in
a 2 x 3-inch, 300 dpi image, ready for print. So keeping
images small is critical, says Resnick.

Another suggestion to protect your copyright is gearing
your site to your iarget audience. His site is designed for

high-end corporate buyers. If someone searches for

“stock photography” on a search engine, such as
Infoseek, Mr. Resnick’s site won't even be listed. Enter

“stock photography business” or “stock photography

research,” and it comes up number one. People who rip

" off images aren’t likely to work that hard to find you. He

also suggests a video clip on your main page, which eats

" up memory and increases download time. This does not

affect his clients, as business people usually have Ti1
lines — somethj_ng most low-end users do not.

The technique of using JavaScript to prevent
downloading images is also a useful tip. JavaScript must
be enabled to access his site. Even if a site visitor
manages to turn off the Java in an attempt to steal any
work, he’ll find the images created in multiple layers.
Once downloaded, the desired image does not appear.
Only one layer emerges — a transparent gif that reads,
“Call Seth Resnick for Permission.”

Ultimately, Seth Resnick believes that simply putting a
notice of copyright on your intellectual property is not
enough. In his opindon, the best way to deal with the
problem of copyright infringement is to understand
where the source of trouble is and deal with it there.

- Protecting yourself with technology can work, if it is

used in an effective and focused manner.




MP3.com ordered to P
up to $250M penalty

BY LARRY NEUMEISTER '
Assocrated Press

NEW YORK — A federal’ ]udge
Wednesday ordered MP3.com to pay
as much as $250 million to Universal
Music Group for violating the record
company’s copyrights by making
thousands of CDs available for listen-
ing over the Internet, .

U.S. District Judge Jed S. Rakoff
punished the online music-sharing
service at $25,000 per CD, saying it
was necessary.to send a message to
Internet companies. The exact num-
ber of CDs involved and total dam-

ages will be deterrmned at a Novem- -

ber hearing.
"Universal - Mus1c Group,
world’s largest record company, had

urged a stiff penalty in a case closely -

watched by Napster and other busi-

‘stand that the law’s domam knows nof

- any more than $500 per CD would be"..‘é

the .
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nesses that share musm or other copy-
righted material over the Internet,
" The judge said some. Internet coms;
panies “may. have a misconception_
that, because their technology isz
somewhat novel, they are somehow*-
immune from the ordinary applicas
tions of laws of the United Stat .
including copyright law.” F

He added: “They need to under—

such limits.” A
MP3.com said it will appeal The :

MP3.com ordered to pay up

b MP3.COM, FROM 16

- meted 27 percent to $5.77.
“The ruling
wasg much
harsher than I
anticipated, as
it puts the com-

- pany literally
on the brink,” "4
said Nitsan ROBERTSON

_ Hargil, an analyst at Kaufman

Brothers in New York.

Universal was the only
plaintiff. The nation’s four
other major record companies
settled with MP3.com after
Rakoff found earlier this year
that MP3.com had violated
copyrights. The amounts of the
settlements were not dis-
closed, but MP3.com set aside
$150 million recently to coveér
its legal costs.

Universal lawyer Hadrian
Katz had asked the judge to
award the record company up
to $450 million.

According to Universal,
MP3.com copied 5,000 to
10,000 of its CDs, which means
damages could reach $250 mil-
lion.

MP3.com has put the num-
ber of CDs at 4,700, which
would put the damage award
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company had argued that a penalty of:.

a virtual “death sentence.”
Shares of MP3.com were halted at
$7.88 on the Nasdaq Stock Mark o
,1

before the decision. When tradid
resumed 2% hours Iater, shares plum-

b PLEASE SLE MPB.GOM, TG 3 J

at nearly $118 million.

Katz declined to comment
on Wednesday's decision and
referred calls to the Recording
Industry Association of Amer-
ica.

Cary Sherman, a lawyer for
RIAA, said, “We're obviously
pleased with today’s ruling.
This should send a message
that there are consequences
when a business recklessly dis-

“million in damages

" that would require customers

regards the copyright law.”

MP3.com lawyer Michael
Rhodes argued that Universal
did not deserve what he
described as a windfall.
“There’s not one iota of evi-.
dence that they even lost a
penny,” he said.

MP3.com chief executive
Michael Robertson testified
that the company went to great
lengths to develop software

to prove they already own CDs
before they were permitted to
hear their favorite tunes over
the Internet.

Unlike MNapster, which
allows individuals to swap
music in the popular MP3 for-
mat, MP3.com allows people to
listen to songs but not down-
load them to their computers.




_rhé_r's. syndlcate wﬂl promote the car:
pot-

ith - -

 OPRAK SETTLES SUT
o Ealk show host Opmh W_mf .

who cIalmed she used pho—.
: .toglaphs they took of her | m a

_ _qutnct Court in Clncago‘ ’

A Reuters report | sald _tha
~jury was to decide whethe
: Winfrey erred in using 11 of the
~photos in her 1996 book “Make

FHOLOAIM trom PhotoSource - WudsLsCu Ule pictures “to. :
International [http: Iwww. ph010~= : __ablmds and rumouno.ngers, but _

source.com]. The it tlcle statcs Natkin testified he had'nio inten-:-
“Will the new-on-the- -scene: large - tion Of selhng to tablollds

‘corporate market- driven: stock INGOURT RU“NG

photo houses treat phoiographe_ F et _
and their photos as commodities? ,he Nmth U, S_ 7C1rcu1t Court of -
g ".-Ap_pfea ruled that dlgltally -

History tells us the answer couid :
red ph. ographs “ue pro~ o8

very well be yes. Take the: exar
~of the cartoon syndlcates es t’lb
hshed in the 1920s under the
- guidance of newspaper kmg,
William Randolph Hearst. He f st
introduced the concept of cartoo
syndlcates o
“It works like this. ’lhc mrtoom
signs a contract that s says that th

_ ghts. of photog~- ':f_' '
i,:-‘r_aphers on the Intcrnet and '

that the syndicate will own the.

copyright to the cartoon Not the
cartoomst :

isa.fet”}r'met on that shppcry sIope
'that_wé - b 3 '

has settled a lawsuit brought
two freelance photogmphe

book without permission..
]udge Ruben Castillo of the U. S |

the Connection” and if payme
of damages was warranted.
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Peter.B. Kaplan

I went compuier twe years ago,” reveals Peter
B, Kaplan. "I kept saying T'm gonna do i, T'm gonna de i,
I'm gonny e '—and fnally 1 did "

*T'm nat a digital manipulator—I'm 2 photogra-
pher” e states, But even so, he had big plans for digitized
versions of his photographs. “1 wanted to use digital scans
of my inwges for self-promotion, for designing bool pro-
jects, for sharing my images with my family and many other
applications,”

Thus he started looking for » scanner that fit
his needs. He ruled out other, more-sxpensive units be-
cause they “took forever” to scan fs images. When hie
fotind the Tamron Fatovix I1-8, he knew his search was
over. “It's much faster than most scanners, and for my pur-
poscs, the seans look great,” explains Kaplan.

Kaplan, who actively works an persanat ook
projects {roeently he's heen working on a project called My
Qlder Brother Has Feathers), uses the Fotovix 11-53 to capture
photos for lis bocks praposals, In the old days, he'd make
8x10 prints and put them in 2 threering hinder with the text,
Now he creates mock lavouts of the book when pitching the
idea, which is both cheaper and looks mare profsssional,

“My wife used to look at my
slides and el me that she wanted a pring
of thls or that image of my daughter. Since

Lower foft: A
recent book

I shoot Kodaghrome slides, a print fiom a ' !proje;t, My
custom lab would cost at jeast cight dollary  ©der Brather
T es seatrpie \ Hai Feathars,

and ke several days—so we wsually don't featuras Ka~
gl around to printng it or sometimes for- plan's daugh-
get Now I just step away from the light- ter, Rieki, and
box, caprure it with the Forovix, store it in her 23-yenr-
the computer and 2 minute later 'm back old brother,
Kasubu.

o my cditing, Later T can take the scan and
print out 4 dozen copies. Or I
can send my clients 8x10 color
printouts as thank-you notes, as
soon as I get the film back.”
Tamron's Folovix

for photographers who bave had their copyrights infringed

- a ot of time and money on poor legal representation,”

- phy is worth or the emotional side of it.”

" in 2 major Hollywrod film to depict the photos tiken by
" the murderous antagonist, For nformation on The Copy-

S 0 aleameals oz D oeaTd FoeglL

113D (the [atest digital version of the II1-5) has great poten-
tial for photographers like Kaplan, because it {s very versatile.
You can capture 33mm format negatives or positives, as well
as S-video Input and ourput. A 3X optical zoom allows you
to mechanically magnify the itnage before digitization. The
Fotovix MS-D detivers o maximum resolution of 6401480 pix-
els and offers 24-bit color. (Kaplan uscs the HI-$ with a cap-
ture hoard, which is not required on the newes HIS-D.}

Kaplar's long-term goal is 1o catalog his stock
with the Fotovix and combine it with g bar-coding system. :
How many stock images does he have? "Who knows!” he '
laughs. “My Statue of Libery collection numbers over
100,000—and it goes on and on and on from there,”

Hiz stock collection is filled with years of work
as a "general practitioner” in photography—although he ad-
raits he is best known for his aerial assignments, his Wu{ue

of Liherty waork and his High on New York hook, e Ry

Far years, Kaplan has been known in the indus- §§
try as an advocate of photographer's copyright protection,
After defending his own copyrights and helping friends do B
the same, he realized he'd developed 2 wealth of knowledpe B
and a new experise, As a result, he recently statted a side §
business called The Gopyright (8) Cop, As The Copyright
(D) Cop, Kaplan has been acung as an agent und negotiator

upon, sufferecd breach of contract or even had slides jost.
"Pew lawyers understand the nuances of pho-

tography copyright lawe, many photographdes are wasting

explains Kaplan, “They don’t understand what phatogra-
He has already met with several successes, in-

cluding a photographer whose images were Hiegally used

tight (&) Cop, call Kaplan at 302/234-6600.
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PUBLISHING NEWS

Harper’s Pledges to Pay Royaltres |
NEW YORK-—Harpers magazine, says it will do the

right thing and clear permissions with contrrbutors-r' .
before following through wrth plans to dlstrabute ItS

‘entire archives online:

~ The-magazine ran an 2d in 1’cs September issue
‘advrsrng readers that they would be able to “view
full-page scanned images of every page of the mag-
azine, mc!udrng both text and spectacular illustra- ;

tions.” Currentiy the 150-year-old magazine is’ ‘scan-

ning 19th century issues that have passed into the .
public domain, so rights clearances aren't necessary. -
But project manager Jean Dubr says more recent
issues of the magazine will be scanned within the

_next three years. “When the time comes, we will be'?

~ contacting everyone to get rights cleared,” she says. ~ uted by Bell + Howell a database company that happens

Several years ago, National Geographic scanned all of
its magazmes page by page onto CD, asserting it didn't -
need permission “to reproduce the text and prctures
- because they weren't creating a new work; they were
- simply transferring an exrstlng work to a new medium. "

., Contributors refute that, and have filed at least four
s copyrrght 1nfr1ngement claims against the Geographic.
[See Mrnden Settles with National Geographic, above).

| uatlon
" ‘responsibilities.” Pho’cographs published in Harper’s
.are mostly from stock, and- suppliers include

- “We're well aware of the Natronal Geographrc sit-
_says Dubi; -adding, “We understand our

Magnum Contact Press irhages and Matrix, among
other agencies and individual photographers '
Harper's-was one- of the first magazines to share

iroyaltues from. electromc drstrlbutwn of its conten’c

with - its contrrbutors ‘The magazrne srgned up. in,

,early 1996 with the Authors Registry, a rights and .
~royalties c!earinghouse established by writers’ trade
_ ‘groups toensure that writers get their fair share of
.revenues generated ‘from .archival databases and

other electronic media. (No such clearmghouse

~ exists for photography though.) -

The Harper’s archive CD will be produced and drstr:b—

to be the target of a new federal lawsuit brought by writ-
ers in San Francisco for drstrrbu’ung work they produced
for other pubhcatrons thhout permission or payment.

But Harper’s spokesperson Kelli Caldwell says the
magazine requires any vendors distributing its con-
tent to share revenues with Harper’s contributors.

~ “We're always looking out for authors. Our publish-

er errs on the side of not making something avail-
able if the author is not going to be paid,” she says.
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' Harper’s Pledges to Pay Royaltles

NEW YORK—Harpers magazine says it will do the

right thing and clear permissions with contrlbutorsf_
before following through with p[a ns to distribute its

“entire archives online:

The magazine ran an ad in lts September issue

'adwsmg readers that they would be able to “view

tions.” Current!y the 150-year-old magazine is scan-

ning 19th- -century issues that have passed into the .
public domain, so rights clearances aren't necessary.
But project manager Jean Dub1 says more recent
" issues of the magazine will be scanned within the -
next three years, “When the time comes, we will be *

contacting everyone to get rights cleared,” she says. ..
Several years ago, National Geographic scanned all of

its magazines page by page onto CD, asserting it didn’t

~heed permission to reproduce the text and plctures -
because they weren't creatmg a new work; they were

simply transferring an existing work to a new medium.’

; Contributors refute that, and have filed at least four
: copynght mfnngement claims against the Geographic. |

[See Minden Settles with National Geographic, above].

© “We're well aware of the Natzonal Geographrc sit-
uation,” says Dubi, adding, “We understand our

" responsibilities.” Photographs published in Harper’s
.are mostly from stock, and suppliers include

Magnum, Contact Press Images and Matrix, amaong

other agencies and individual photographers.
Harper's was, one-of the first magazines to share

royalt!es from electromc distnbu’non of its content

full-page scanned images of every page of the mag- with - its contnbutors The magazine s:gned up in,

azine, mc!udlng both text and spectacular illustra-

early 1996 with the Au‘chors Registry, a rights and -
royalties clearlnghouse established by writers’ trade

- groups to ensure that writers get their fair. share of
revenues generated from archival databases and

other electronic media. (No such cieannghouse

-exists for photography though.)

The Harper’s archive CD will be produced and dls’cnb-

- uted by Bell + Howell, a database company that happens

to be the target of a new federal lawsuit brought by writ-
ers in San Francisco for dlstnbutlng work they produced
for other publications without permission or payment.
But Harper’s spokesperson Kelli Caldwell says the
magazine requires any vendors distributing its con-
tent to share revenues with Harper’s contributors.
“We're always looking out for authors. Our publish-
er errs on the side of not making something avail-
able if the author is not going to be paid,” she says.




PUBLISHING NEWS

Harper’s Pledges to Paﬁy Royalties :

NEW YORK—Harper's magazine says it will do the
right thing and clear permissions with contributors
before following through with plans to distribute its

entire archives online. ' o

~ The magazine ran an ad in its September issue
advising readers that they would be able to “view
full-page scanned images of every page of the mag-
azine, including both text and spectacular illustra-
tions.” Currently the 150-year-old magazine is scan-
ning 1gth-century issues that have passed into the

public domain, so rights clearances aren’t necessary.

But project manager Jean Dubi says more recent
" {ssues of the magazine will be scanned within the
next three years. “When the time comes, we will be

contacting everyone to get rights cleared,” she says.
Several years ago, National Geographic scan ned all of
its magazines page by page onto CD, asserting it didn't
need permission to reproduce the text and pictures
because they weren't creating a new work; they were
simply transferring an existing work to a new medium.
Contributors refute that, and have filed at least four
copyright infringement claims against the Geographic.
[See Minden Settles with National Geographic, above].
“we're well aware of the National Geographic sit-
uation,” says Dubi, adding, “We understand our

" responsibilities.” Photographs published in Harper’s
~are mostly from stock, and suppliers include

Magnum, Contact Press Images and Matrix, among

other agencies and individual photographers.
Harper's was one of the first magazines to share

royalties from electronic distribution of its content

with its contributors. The magazine signed up in .

early 1996 with the Author’s Registry, a rights and -
royalties clearinghouse established by writers’ trade
groups to ensure that writers get their fair share of
revenues generated from archival databases and .
other electronic media. {No such clearinghouse

‘exists for photography, though )

The Harper’s archive CD will be produced and distrib-
uted by Bell + Howell, a database company that happens
to be the target of a new federal lawsuit brought by writ-
ers in San Francisco for distributing work they produced
for other publications without permission of payment.




Minden Settles with National Geographic

SAN JOSE—National Geographic has settled a copyright infringement claim
- brought against it by Minden Pictures, both sides have confirmed. The terms were

not disclosed. “We reached a satisfactory settlement and we're maoving on,” says

agency owner Larry Minden. .

Minden declined further comment, but sources familiar with the case say ke was
under pressure-to-accept a settlement because of his mounting legal costs and
because his photographers wanted to get back to wark for the Geographic.

Minden filed his claim last December, alleging that the National Geographxc
Society had re-used the work of Minden'’s photographers without perrission “on sev-

. . eral occasions.” At least three of the unauthorized uses involved reproduction of
. . © Minden Pictures photos on a product titled “The Complete National Geographic: 108
years of National Geographic Magazine on CD-ROM.” As of two years ago, the

Geographic had sold more than 300,000 copies of the CD,

Three similar claims against National Geographic are still pending in other federal
courts. Most of the photographers involved in those claims haven't shot for the
Society for some years. But Minden Pictures represents Flip Nicklin and Frans Lanting,
among others still shooting for National Geographic.

The Society has told photographers it won't work with anyone who sues, and it
had stopped giving assignments to Minden’s photographers in accordance with that
policy. The Society put intense pressure on Flip Nicklin in particular to get him o coax
Minden to withdraw the lawsuit, according to inside sources.

Nicklin deciined to comment, other than to say, “everything is resolved.”

The Geographic was also under pressure to settle rather than face a court battle
because Minden’s paperwork was unassailable, according to the same sources. “It
wasn't a questxon of whether they had infringed, but how much they were going to
have to pay,” says one.

In announcing the settlement internally, the Geographms top counsel Terry
Adamson told the staff, “There must be strict adherence by all,, fo the Society rights
clearance policy. ... [Tlhe rights clearance process should not be an afterthought He
also noted the Society is examining ways to reduce rights clearance errors. .

still, the Geographic agreed to settie only thase claims by Minden that were not ©
connected to the 108 Years” CD product. The Society has maintained that it didn't
need permissio_n"co reproduce text and photos on the €0 exactly as those text and
. pictures appeared in various issues of the magazine.
But Minden has reserved the right under the settlement to renew his claims
over the €D product, pehding the outcome of ancther claim filed previously by
_ Miami photographer Jerry Greenberg. A federal trial court in Miami rejected
' Greenberg's original claim over the CD, but he is now appealing to the 1th
Circuit Court of Appeals in Atlanta. A hearing on that case is scheduled for
October 3. S
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Lawsuit Pits Artists’ Rights

By MARCIA CHAMBERS

Nearly two years ago Rick Rush, a painter of
Sporting scenes, weat io the Masters at Angusta
National Gelf Club to paint the new sensation, Tiger
Waoods, who wound up with a record-setting victory.

The 52-year-old artist from Tuscaloosa, Ala, who
has been painting famous sports figures and events
for 23 years, produced a series of numbered prints
that were signed by him and called “The Masters of
Augusta,” The series features Woods in the fore-
ground and other golf greats in the shadows, A
limited edition of 250 serigraphs selling for $700 each

QUEST FOR NO. 1

The pairings for the world match-play golf champion-
ship in Carisbad, Calif,, appear an puge D7,

was issued tast April, along with 5,000 smaller litho-
graphs seiling for $15 each.

Rush said that he hoped the Woods painting
wouild join many of his others of famous athletes —
like those of Michael Jordan, Magic Johnson and
Jack Nicklaus ~- as he works on “painting America
through sports.”

vs. Athletes’

But the Woods painting has ignited a bitter and
costly legal battle that pits an artist’s freedom of
expression against a subject’s property rights. The
case began last June when the ETW Corporation filed
a trademark and right-of-publicity lawsuit against
Rush’s company, Jireh Publishing, in Federal court
in Cleveland, ETW’s president is Tiger Woods’s fa-
ther, Earl, and its address in Cleveland is the same as
that of International Management Group, the high-
powered agency that represents Tiger Woonds.

In decades past, athletes and movie stars tended

Continued on Page D4
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“his print featuring Tiger Woods at the Masters has triggered a property-rights .awsuit that raises questions about who controls an athiete’s ima

=it Over

Continued From Page DI

2 be happy for whatever pubiicity
ey received. Now many of them
vant to guide and controi that pub-
‘city for their own profit, and the law
-as helped them do so. Some sports
sgures register their names as a
rademark (Woods has) and invoke
ight-of-publicity laws to assure Lhat
ney and not others will benefit from
“eir fame, .

The result is a new legal climate
1at is changing the environment in
‘hich some American painters
sork. The issue is: May an artist at a
ublic event freely create paintings
f great athletes in action and sell
iem, or must he pay for the right to
seran athlete’s image?

In the 1990°s many entertainment
nd sports stars, guided by their
gents and law firms, have demand-
1 control of their names and im-
ges. Though they may already earn
iillions of dollars in their profes-
ons, they or their agents maintain
wat in an age of rampant comimer-
‘alism they must hold onto the hot-
st property they know: them-
slves.,

ETW was created to control the
warketing of Tiger Woods’s image.

is represented by L.M.G.’s top out-
de counsel, Jones, Day, Reavis &
ngue, one of the nation’s largest law
rms. Since 1997, ETW has filed law-
its against five other companies
oat jt claims have interfered with
iger Woods’s right to publicity.
reh, in contrast, is represented by
=nnis J. Niermann, a solo practi-
mer who describes the litigation in

s court papers as “predatory.” Ti-
T .Woods, according to court pa-
s, 'was unaware of the lawsuit
rainst Jireh at the time when it was
ed.

Don Rush, Rick’s brother and the
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president of Jireh, said iIn an mter-
view jast week that the litigation was
draining the company’s resources by
plunging it into the daily demands of
a major lawsuit.

The case took an ominous wirn far
Jireh lasl week when Judge Patrica
Ann Gaughan of the United States
District Court for the Northern Dis-
trict of Ohio ordered Jireh to turn
over the names of the 879 distribu-
tors and customers who bought the
Woods prints. Timothy P. Fraelich,
an associale with Jones, Day, has
told the judge he plans to subpoena
those clients. Fraelich declined to
comment on the case.

Fraelich is seeking a permanent

A new legal
climate changes
the way in which
painters work.

injunction to prevent Jireh from
marketing Woods’s likeness or im-
age. He has also requested that the
remaining Masters prints be de-
stroyed, that ETW get a share of
Jirehr's profits from previous sales of
the Woods painting and that the
court. award triple damages, attor-
ney’'s fees and other costs, which
could include the cost of deposing 879
clients located around the country.

James D. A, Boyle, a visiting pro-
fessor at Yale Law School who teach-
es on intellectual property, said Fed-
eral and slate laws were making it
tough on arlists.

“There has been an increasing ten-
dency,” Boyle said, “for the law (o
cover dilferent aspecls of a celebri-

{f_z 4@"‘--« ﬂ"ﬁ’l‘
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ty's wifv: their name, their 1IKeness,
their images both through trade-
nark faw and through righis of pub-
licity. At times this has presented the
danger that the public domain will be
increasingly privatized.”

I.eRoy Neiman, perhaps the most
recoghizable name in sports art, be-
gan drawing sports figures more
than three decades ago, long before
these changes in case law began to
appear. “‘There were no artists out
there,” he said. “There was no mar-

ket. Nobody was selling paintings

and prints of Wilt Chamberlain, and
in the early Ali days nobody was
drawing him. It was a different
time."”

That began to change in 1977 after
a United States Supreme Court rul-
ing in Zacchini v. Scripps-Howard
Broadcasting Company. The court
said that by videotaping and broad-
casting without permission the plain-
tiff’s entire 15-second human can-
nonhall act, a television station had
effectively exploited the plaintiff's
right 1o control his own publicity.
States soon adopted right-of-publici-
ty statutes, and these, along with
Federal court opinions and trade-
mark iaw, have expanded the rights
of stars and athletes to protect their
images in the marketplace.

Dougias Mirell, an entertainment,
media and inteilectual property law-
yer at Loeb & Loeb in Los Angeles,
said, ‘I think that there are enor-
mous constitutional issues that are

raised by these kinds of statutes, and ’

I think we are just beginning to see
how pernicious these laws actually
can he.”

Painters, he said, now must be
“yery careful because there is the
assertion that what you are doing is
trading on fame and fortune which
would otherwise be exploitable by
the celebrily himself or herself.”

Mirell represenied the private

s Rigatsvs. Atle

Frankiin Mint, of Philadelphia, &

~ETW sued when a commemorat

coin was issued 1n connection °
Woods’s Masters victory. Woods ¢
been selected for the Miat’s “‘eyo
ness medal series,” which has chr
icled significant events, includ
Presidential inaugurations and
signing of peace treaties, for
years. ETW, the first to sue the W
over the series, raised tradem:
and right-of-publicity claims. i
case was settled,

Don Rush said Jireh’s case wa

fight on behalf of all artists who w:

to paint public figures at putl
events. *It is conceivable that

ought to abandon the fight and cut
the paintings,” he said. “And we m
have to do that to save the compa;
But we really don’t want o settle

Rick Rush said: ““T believe U
events are in the public domain
want to capture the spoviing |
style.” He said that to eliminate 1
sports star from his painth
“would sterilize and dilute the .
age” of what he was creating.

Not all artists agree with Rus.
view. Neiman said that star athle
should share in any profits the ar
earns, even if it was a simall shar

Neiman, who recently commanc
$7,500 for a signed, sealed &
framed limited-edition serigrapr
Mark McGwire, says he obtains p
mission from his subjects. *“In ¢
one of Mark McGwire hitting a hot

un,'” he said, “we had the offic
approval of the team, the league, :
player. Each gets a small perce
age. I believe in that. Why should
artist just looking for a hot mark
do something without having an :
rangement? The player is entitled
acut”

Or is he? Under all circu
stances? That's what the court m
decide — unless escalating leg
costs force Jireh to settle.
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Fred K. Conrad/The New York Timeg
tore with some of the Titanic merchandise he sells,
to use the ship’s name on clothing,

The Ship, the Movie,
The Trademark Case

Producer and Titanic Buff Dispute
Commercial Use of a Famed Name

By JAMES SCHEMBARI

The owner of a tiny army-havy store
on the fringe of Times Square is locked
in an unlikely legal hattle over a piece
of history, claiming that he, and not 20th
Century Fox or anyone else, owns the
name Titanie,

More precisely, James Korn, 45, the
owner of Kaufrnan's Army & Navy on
West 42d Street, the store with the Span-
ish-American War cannons outside,
says he has the trademark rights to put
the name on clothing. He has informed

20th Century Fox, the makers of the-

blockbuster movie “Titanie,” that it
owes him royalties for any clothing it
has sold bearing the name.

Wild claims are made on Times
Square street corners every day, but
Mr. Korn’s is far from fantastic, He isa
respected expert on military furnish-
ings and has supplied Broadway and
Hollywood with original clothing for
major shows and movies. More impor-
tant, he is a Titanic buff who already
owns the United States clothing trade-
marks for the White Star Line, the

- defunct company that owned the Ti-

tanic, and the company’s logo, a white
star on a red pennant.

He also says that he has used the
name on clothing longer than anyone
else, a claim that is at the core of his
trademark applications for the rights to
the names Titanic and R.M.S. Titanic,
His petition was heard by the Trade-
mark 'f'rial and Appeal Board in Arling-
ton, Va, in December, and a ruling
could come at any time. His lawyer
says those rights are potentially worth
millions of dollars,

Mr. Korn's efforts have not gone un-
noticed. R.M.S. Titanic Inc, the New
York company that has been raising

artifacts from the ship since 1987, and
20th Century Fox insist they owe Mr.
Korn nothing, noting in correspondence
and in legal papers that they have spent
millions on their respective Titanic
franchises and don't feel they should
have to pay royalties to a New York
merchant with a few thousand dollars’
worth of Titanic T-shirts.

The movie studio filed a competing
trademark claim in June. And the own.
ers of R.M.S. Titanic formally opposed
Mr. Korn's petition in 1995; not because
they want the trademarks for them-
selves, but because they say they don't
think anyone should have them.

“It is offensive for anyone to think
they can own the name Titanic,” said
George H. Tulloch, president of RM.S,
Titanic. “It belongs to history.”

Deborah A. Peacock, Mr: Korn's law-
yer and sister-in-law, replied that
precedent was on their side,

““The Mayflower is a historical ship,
too, but people have trademarks on it
for moving companies and hotels,” she
said. “This case is fascinating hecause
here is an object that was abandoned in
the ocean and now is being raised. As
far as the trademark goes, it was also
abandoned many years ago and is now
up for grabs.”

The trademark office has received
applications for the Titanic name for
years. But since the movie was released
in December 1997, it has been flooded
with them. Of the 57 Titanic trade-
marks pending or registered at the
United States Patent and Trademark
Office, 49 were filed after the movie
came gut,

People want the name for hotels, cos-

Continued on Page B12
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Titanic: A Ship, a Movie,

Continued From Page Bl

metics, and goll clubs. A farm in
California wants the name for ice-
berg lettuce. How about the Titanic
Restaurant and Buffet, or Titanic,
the fragrance, or Titanic beer?

A musical group has the rights to
Lady Ice & the Titanics. The Carni-
val cruise ship company filed last
spring, as did its subsidiary, Cunard
Line Limited, which once owned the
White Star Line.

And 20th Century Fox, after sev-
eral letters from Mr. Korn, filed ap-
plications that cover just about ev-
erything: posters, stationery, videos,
Christmas tree decorations and, like
Mr. Korn, clothing.

Although the studio ‘has accused
Mr. Korn of trying to profit from the
film, Mr. Korn filed his application in
April 1993, more than four years
before the movie was released. Of all
the active Titanic applications on
file, Mr. Korn's is the oldest.

He said he notified the mavie stu-
dio, the salvage company and Dodg-
er Endemol Theatrical Productions,
the producers of the musical “Ti-

- tanic,” that they were infringing on

his trademark claims, but he said no

“ one took him seriously. He also said

R.M.S. Titanic’s history argument
was baleney. '

“What they mean to say is that
they missed the boat on the trade-
marks,” he said. “Now, after the
fact, they're saying if we can’t have
them, we don't want anyone else to
have them,” a charge R.M.S. Titanic
denied.

Rochelle C. Dreyfuss, a professor
at the New York University School of
Law, said history was not an issue in
trademark law. She said that al-
though the Olympics are thousands

Kevin Bacon, Tom Hanks and B
“Apollo 13,” wore astronauts’ syits

of years old, the United States Su-
preme Court upheld the right of the
United States Olympic Committee to
trademark the name in 1987,

“Trademarks allow you to take
something out of the public domain
and make it your own,” she said,
citing the name John Hancock and
the names of presidents, “It is not
unusual to use something historical.”

Paul E. Fahrenkopt, a trademark
administrator with the Patent and
Trademark Office, said simply.
wwe're not aware of any historical
exception.”’

Mr. Korn’s application did nof
come out of the blue. His store, spe
cializing in military surplus goods
was founded by his grandfather it
1938 and has been on the same blocl
of 42d Street, between Eighth ani
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Now a Trademark Fight

B
Universal Studios

il Paxton, left to right, in the film

based on a model from James Korn.

Ninth Avenues, since.

Mr. Korn grew up playing in the
store, took aver in 1984 and soon
became a sought-after expert. He
can walk up to identical-looking
Navy pea coats and point to the fake
just by its pockets. His store has such
a reputation for authenticity that
Broadway and Hollywoed wardrobe
departments come to him for cos-
tumes or hire him to track down

. giffientt items. Often, because what
he hag is so rare and fragile, he only
rents a garment to a customer, who
then copies it. . .

That’s what he did with a British
nurse's uniform from world War I1,
which made its way to Italy for the
movie “The English Patient.” It was
not used in the movie, but in the
scene when the actress Juliette Bi-
nochie cuts her hair while in her
underwear, she's wearing a Kaul-
mar’s bra. Mr. Korn also provided
the prototype for ihe flight suits that
Tom Ranks and the other actors
playing astronauts wore in “Apollo
13" and the Vietnam-era uniforms,
helmets and boots for “'Born on the
Fourth of July.

Mr. Korn has been a Titaric fan
since he saw the movie ““A Night 1o
Remember” as a boy. He eventually
merged his interest in the ship with
his business, producing a line of Ti-
tanic novelty clothing with items
bearing such words as “Lookout,”
“mirst Class,” and “*Maiden Voy-
age.”’

Tn 19893, Mr. Korn wanted to eX-

| pand his Titanic ciothing line and

5

Can anyone -
trademark a name
from the pages of
history? %

M

filed his trademark applicagions.
Two years age, after he legmed
about the movie, he wrote 10-20th
Century Fox and James Cameron,
the director, offering his services. He
told them that he held the tradergark
registrations related to the Titanic
and that he was willing to negotiate
licensing agreements. Mr. Cameron
didn’t respond, but the studiq;;did,
pointing out to Mr. Korn thidl he
gidn’t own all the trademarks;yel,
that it wasn't going to enter ’into &
licensing agreement, and thaty ih es-
sence, he should stop bothering them.
e didn't believe we needed to,
and we still don't believe weneed
to,”* said Steven Feldstein, a Fox
spokesman. “Everything we are fil-
ing for is relative to our movies
R.M.S. Titanic took a different
tack. Not only did it argue that histo-
ry could not be tracemarked, it told
the trademark court that it had been
there first. Under trademark Jaw,
the concept of “first use™ is the foun-
dation of any claim, and RM.S. Ti-
tanic said it had come out with Ti-
tanic clothing marking its 1987 expe-
dition, the same year as Mr. Korn's
“first use.” e
But of the dozens of companies
that want to trademark the, name
Titanic for one thing or another, why
is R.M.S. Titanic challenging only
Mr. Korn's? Lo
“He threatened to stop our exhib-
its if we didn’t sell his T-shirts,”. Mr.
Tulloch said. “We got this bizarre
behaviar, so we had to take this posi-
tion. You treat your neighbol’ as he
treats you.” .
Mr. Korn contended that hé has a
“legal obligation™ t0 deferid the
trademark “against all comers " but
acknowledged how deeply people feel
about the Titanic tragedy. If he wins,
he said, he will increase the distribu-
tion of his clothing and expand the
line, but tastefully.
1 plan to give the name 2 good
nome,” he said. “It will be safe With
me,”’ ' i
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GREENBERG PREVYAILS AGAINST NGS

MIAMI—A federal judge has ruled that the National
Geographic Society infringed photographer Jerry
Greenberg's copyright by reproducing six of his images
without permission. One of the images appeared on
a poster promoting the Society's Jason Project. The other

_PDNEWS

five appeared in a educat:ona[ toy titled "World Oceans
and Seas.”

In 1994, the Geographic. entered into a licensing
agreement with Educational insights, a for-profit California
company, to produce and distribute “World Oceans
and Seas. “Greenberg alleged that the Geographic
rendered his photos as illustrations, then incorporated
those drawings into the product. For the Jason Project
poster, the Geographic reproduced one of Greenberg's
images directly.

In a summary judgment, Judge Joan Lenard ruled that
the illustrations were “substantially similar” to Greenberg's
copyrighted photographs, despite some changes.

She also rejected the Geographic's fair use defense on
the grounds that both products in question copied the sub-
stantial elements of Greenberg's images without transform-
ing them in any significant way, and because both products
adversely affected Greenberg's market for his images.
Lenard also noted that the spiral-bound “World Oceans and
Seas” is a.commerdal product, another factor that disquali-
fied it as a fair use.

Damages will be set by a court-supervised mediator. _

Previously, Lenard rejected other copyright infringement
claims that Greenberg filed against the Geographic for unau-
thorized use of his images on a CD, product czlled “The
Complete National Geographic!' That ruling was based on
the controversial Tasini decision, which held that publishers
may reproduce artidles in databases and on CDs without
permission from the authors.
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What To Do About

t's a familiar scenario. An ad agency comes to you

with a layout showing another photographer’s im-

age—without informing or getting permission from
the original photographer—and asks you to duplicate
the work. Los Angeles shooter Bob Stevens, for one,
says it's happened to him on several occasions, par-
ticularly on assignments for car ads. On one such
occasion, an account executive inadvertently showed
Stevens a mock-up based on his own image.

“| said, ‘Gee, that looks familiar,” Stevens recalls.
“They were in such a feeding frenzy that they just
swiped my image [and used it in the comp}”

“Feeding frenzy," some would argue, is overstat-
ing the problem. But, without exception, the pho-
tographers and art buyers PDN interviewed for this
article agree that making comps from swipes—and
the copyright infringement issues the practice rais-
es—is, in fact, a big problem.

“Almost everything we do around here is illegal,”
says a representative of a large, West Coast ad
agency, in reference to the agency's swipe practices.
“The whole philosophy is, ‘If | see it I'm just going
to take & sample! People use anything they can get
their hands on and don't realize you have to pay
[the photographer]. Or they don't care”

Indeed, part of the problem with swipes is that
many creatives—and even some photographers—sim-
ply don't know that using a photo in a comp is, in
fact, a usage, and it is subject to the same licensing
fees as any other use of a photo. Sometimes, pho-
tographers and creatives know they're on shaky le-
gal ground, but may be willing to overlook legal and
ethical matters in the interest of time and money.
“In a perfect world, if | had 100 hours to work on
comps and call who I'm supposed to call, I'd do it,"
says one art buyer, who has worked for several ad
agencies. “But we may go through four or five rounds
for each [comp], and if | had to call for every comp
that we look at, | don't know how we'd do the job.

"Comps are a means to an end,” this art buyer
believes. “You cannot get so particular about it. |
don't even feel guilty when we're doing a [client}
presentation with them, | guess.

Swipes and The Law

According to copyright law, however, the art buyer
guesses wrong. The copyright issues surrounding
swipes have been clearly defined in the case law. In

S .
1990, in a landmark swipes case, a U.S. District Court
judge in Seattle ordered General Dynamics Corp. of
St. Louis and Wyse Advertising of Cleveland to pay
photographer Mel Curtis $140,000 in damages and R
legal fees. (PDN reported on this case in December, How ad agencies and
1990, in “Swipe No More!") In his decision, the judge
ruted that Wyse and General Dynamics had commit- phofogrdphers are
ted three separate copyright violations: by illegally .
copying Curtis's photograph of a wheelchair out of profed'mg themselves
Communication Arts; by using that photo in a comp . .
to promote and develop a national ad campaign; and ogalnsf a perSIsfen‘l' problem.
by hiring a different photographer to “substantially re-
create” the Curtis image in the ads.

Despite the Curtis decision, swipe practices are, if
anything, more widespread today. “There's more of a
tendency to take images without paying for them be-
cause it's so much easier and cheaper to," says
Victor Perman, ASMP’s legal counsel. Indeed,
art buyers and photo researchers now have
countless sources from which to photocopy,
scan or download copyrighted images.

And stock agencies are often willing to

walve comping fees if there’s a possi-

bility the comped image will be used
in the final ad. What's more, ad agen-
cies are notorious for their multi-
layered comp-approval  process,
which tends to create a casual at-
titude toward "borrowing” images

for comps: Why bother tracking
down the owner of an image
when the layout may never even
reach the client, much less be
seen by the public?

The answer is: because a
copyright is infringed anytime
a photographer's image has
been comped without per-
mission. “This is true even if
the image plays no further
role in the campaign,” says
New York lawyer Joel Hecker,
who specializes in intellectu-
al property cases involving
photographers. According to
Hecker, the closer the final
image is to the swiped
image, the heavier the

By Jane Gottlieb & Michael Applebaum
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damages likely to be assessed in a lawsuit.
Photographers take note: The photographer asked to
duplicate a comp is as liable as the agency for a claim
brought by the original photographer. “The second pho-
tographer has to know it's someone else’s work, and
must have consent to use it,” Hecker says. And it's not
just the photographer, but the agency and the client,
who can be named in a suit. "Anyone participating in
the creation of an image alleged to be a copyright in-
fringement,” Hecker states, “is an infringer”

What can photographers do

to protect themselves?

Photographers on either side of the above scenario can
take steps to protect their livelihood and their reputa-
tion. First and foremost, Hecker and Perlman recom-
mend that photographers regularly register their
copyright. Registration costs about $20 and can be done
in batches—without it, no statutory damages or legal
fees will be awarded in a lawsuit.

Curtis, who now works for a stock agency, urges pho-
tographers to keep tabs on all the promos and portfo-
lios they send to art directors. “Photographers have to
be more accountable for their work,” Curtis says.
“Nothing goes out of my office without a transmittal or
delivery memo. When someone has my portfolio with
ten shots and only nine come back, | want to know
where the other one is!

Photographer Jeff Sediik agrees. "Everything gets
scanned everywhere, and you have to be on your guard,”

he says. On a couple of occasions, Sedlik says he got
his portfolio back from an agency and found Greg
Gorman's and Gregory Heisler's prints inside.
Whenever something like this happens, he makes sure
to follow up with the agency. If he discovers that one
of his images has been used in a comp, he quotes
an art buyer a comp rate anywhere from $250 to
$1,000, depending on the client and the usage. "'ve
never had a request for a comp fee turned down,” he
notes. If Sedlik is offered the job himself, he refunds the
comp fee upon completion of the assignment.

Before sending out portfolios, photographers can take
steps to avoid confusion about swipes. As a reminder to
art buyers, Sedlik places an illustration of a pair of scis-
sors accompanying the notice, “Please don't use these
for comps without permission” Creative consultant
Suzanne Sease, a former art buyer with the Martin Agency
in Richmond, Virginia, advises photographers to place a
“Do Not Swipe” wamning inside their portfolios. She en-
courages photographers to put their name on every im-
age so that an agency can never say they didn't know
where it came from. She also suggests using a new type
of mount that secures the image in the sleeves, so that
it cannot be lifted out without breaking a seal.

Before You Infringe

What should photographers do when asked to duplicate
a swipe/comp? Many will suggest an alternative idea—
one that relies on their creative input, rather than the
original photographer's idea. For example, on an ad job

for Farmer's Financial, Sedlik was given a comp of a bay
flying his kite on a beach. I told the art director, ‘I think
this is a beautiful image, but | can't copy it, “ he says.
Instead, Sedlik offered to come up with a different im-
age that had "the same feel” and that would “knock their
socks off” To be diplomatic, he brought along the kite
to the shoot—but chose not to use it. As it turned out,
the AD and the client loved the final image. (The im-
age is pictured on page 44.) If they had insisted on us-
ing the kite, Sedlik says, he would have resisted.

In these situations, legal experts often recommend
erring on the safe side: Ask the agency to get permis-
sion from the original photographer, or suggest hiring
that photographer. Otherwise, if the agency insists on
moving forward with the layout, photographers can in-
clude an indemnity clause in their estimate protecting
them in the event of a lawsuit.

This protection, however, has its limits. "An indem-
nity clause is basically an insurance policy,” Hecker ex-
plains. “It says if there's a problem, we—the agency—will
provide a legal defense and pay for damages. The pho-
tographer will still have to testify in court, and may still
be guilty of infringement” And should the agency go
bankrupt in the interim, he cautions, the photographer
is on his own. "An indemnity clause is only as good as
the solvency of the agency,” he says.

At the same time, some agencies now ask photog-
raphers to sign their own indemnity clauses. According
to San Francisco attorney Curt Karnow, when an agency
does this, photographers should ask for reciprocal
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treatment. “It's an opportunity to step in and say, ‘I'll
sign this agreement, but first you have to assure me
that if | get sued, you'll protect me’” Karnow says.
Karnow cautions photographers to be wary of the
language that agencies use in indemnity clauses, and
he recommends that photographers consult with a
lawyer on the wording of their own contracts. “There
are a million ways of writing these things,” he says.
"Agencies can word their clauses so narrowly that they
avoid paying attomeys fees and damages through years
of litigation. Photographers may lock at these agree-
ments and think they're covered, when they're not”

At Ad Agencies, Changes Afoot

Swipe policies and attitudes can diverge widely from one
ad agency to another. While some agencies appear lax,
others are taking concrete steps to circumvent legal and

SUperb quality of fight; supreme controllability;
impeccable Swiss precision; classic American value. ‘
ethical problems.

No other premium quality lighting system offers such The Martin Agency, for example, now pays photog-
an exten51ve range of components and accessories, raphers either a standard comp fee or a full day rate
or delivers as much power _and performance per to shoot original comps based on the art director's con-

dofar. For more. Informatlon' ,See your dealer, cept. According to art buyer Kathy Dalager, the agency’s
contact us or visit our web site. | changing policy is partly the result of ethical consider-

IEX “lA ations. “We just didn't feel right scanning images with-
W m out permission,” Dalager says. It's also a practical matter,
she adds. “We couldn't always track down the source

Bogen Phato Corp.

Phabo of an image. Someone might have clipped it from a

565 East Crescent Avenue, Ramsey, NJ 074460506 magazine without a photo credit, or scanned it in blind
{201)818-9500 » Fax. {201)818-9177 from a Web site”

e At Publicis Hal Riney and Partners in San francisco,

comps are often created with hand sketches or illus-

T _ - _ - - . - -, frations. "We'll occasionally use an image from a

— e —— —_—— e —— = royalty-free disc or download an image from a comp

,’7 - -« rEY ~ 1 site like PhotoDisc’s—but only to pitch the client” ex-

I ()l l ) I—4A I l Il l—{ l { l plains art buyer Analisa Payne. "These never go out to
4 /R de

‘ Payne says that if for any reason she needed to use

P { a copyrighted image, she would call the photographer

)
£
¥

e mai i

phatographers for bidding”

and ask permission. I would never call up a photogra-

pher and ask them to duplicate another photographer's

work," she says. For example, in the early stages on the
J | Saturn LS teaser campaign (“The next big thing from

= s Dombe Ballistic
F-1X "Lietle Bit
Bigger" Bag

Saturn”), Payne had been drawn to photographer Jeff
Titcomb's image of feet in CA. She called Titcomb and
asked if he was available to shoot the campaign, which
he did. If he was not available, she says, “we would have
replanned our concept for that particular ad”

But she also admits that hand sketches and illustra-
tions may not always go over so well with the client, "It
is a constant battle—photo or illustration,” she says. “The
problem with photos is that clients tend to get married
to a particular image or style or subject matter”

lllustrations are preferable, she believes, not only because
‘ they avoid lengthy photo research and patential copy-
right issues, but also because they allow for an evolution
in the creative process. "And yes, illustrations can be quite
detailed,” she says. “We'll hire someone and spend any-
e where from $100 to $1,000 on an illustration.”
a free catalog. Add $2.00 for The Shooter's Bag™ ; Payne would not say what, if any, legal problems
swatch book. have led to the agency's change in comp procedures.
“We're all being more conscientious about [copyright is-
sues]," she says. "We—art directors, art buyers, photog-
raphers—all want the same thing: to create a better
——— _ 11 image. i's not ‘us against them!” [

canvas Shooter's Bags are L 7 [
standard issue among photojournalists e ’
becausc they are compact and hip-hugging, lightweight, and fast on the draw.
Our new Ballistic Series bags offer the exact same street-wise design in a

"high-tech” Ballistic Nylon skin. .
Alternative look and feel, same
legendary performance. Send for

F-IX Interior o

The Tiffen Company » 21 Jet View Drive. Rochester, NY 14624 » FAX: (800} 394-3686 TWEM

www.tiffen.com * www.saundersphoto.com « In Canada: Nadel Enterprises, Toronto. Ontario Helping Craato the i
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We’'ve Created a Whole New Medium.

Close your eyes and dream of the ideal medium format camera.
Auto Focus that the photegrapher can command at whim. An exposure
system that allows mastery of light and shadow. Shutter speeds which
range over the widest span of any medium format camera (32 seconds
to 1/4000, automatically). And incredible optics that ;
simply overwhelm. You've just described the new
CONTAX 645-The world's first Auto Focus Medium
Format camera with Carl Zeiss T* lenses.

The CONTAX 645 infelligently integrates o highly
advanced Auto Focus System with high speed
Continuous AF, Single AF or Manual Focus. When you
want fo toke charge of the AF system, simply grasp the
lens and the camera turns the focusing over 1o you.

- The CONTAX 645 is supplied with an extremely bright AE
.. > Prism Finder that adds Center-Weighted Melering to the
- on-board Spot Meter. In addition, a sophisticated flash
- mefering system Is built-in,
« enabling through-the-lens metering
for any flash type in the world.
The CONTAX 645 offers o
choice of interchangechle
filmbacks, including
et o 5 Polarcid and 120/220
. _ TS options. The Standard Film
e Back accommodates both
the switchable 120/220
; ¢ Standard Insert and the Real
- . Time Vacuum 220 Insert.

CONTAX

The Essence Of Carl Zeiss

Introducing the
Contax 645
Auto Focus

Medium Format

Camera System.

The 120,220 Standard Insert works with either 120 or 220 film by
simply rofating the pressure plate. The optional Real Time Vacuum 220
Insert uses only 220 film and adds the dimension of precise Film placement.
The Prism, Lens, Back and insert all communicate with the CPU in the

—-- camera body at the speed of an electron to coordinate
per\cecﬂy c1||sy5fem functions.

Carl Zeiss, which has olwqys produced

the world's finest medium format
lenses, uses its latest
technology to
deveJop torcx”y new
T* metal barreled,

Auto Focus lenses CQNTA
to match the high quality and speed _ X :
of the CONTAX 645 body. R .
The lenses include the . Pt

Distagon T* 35mm 3.5,
Distagon T* 45mm 2.8, -
Planar T* 80mm f2 (IF), ' :
Sonnar T* 140mm 2.8 {IF),
Planar T* 210mm {4 {IF),
Apo-Makro Planar T* 120mm 4
{manual focus-ED/IF).

Boftom {ine: The new CONTAX &45
Medlium Format System empowers the photographer in ways
no other medium format camera can. See it of your Authorized
CONTAX Speciclyy Decler today. Or call {800)-526-0266 x4315

for more information.

AN

U Awrhorized

CONTAX.

Look for this logo for

Optics the highest quality dealer service.




TPADEMARKS & COPYRIGHTS

'HISTORY?

Legal war over free-lancers’ copyrights
could deplete electronic databases

by Jason Williams

When Jonathan Tasgini, president of
the National Writers Unian, emerged vie-
torious from the 11,8, Cougt of Appeals in
late September, he spoke as if he had
slung a stone for struggling free-lancers

|| everywhere and brought down a few

giants of the media world — the New

York Times Co, Ine., Newsday Inc., and

the Time Ing, Magazine Co. Among his
other targets: two monolithic databage
companies — Mead Data Central Corp.
(parent of Lexis-Nexis) and University
Microfilms International,

But the decision may have opened a
Pandora's box that could seriously disrupt
the eontineity of the historical record that

newspaper and magazine articles provide,

The court found that the New York
Times Co. and the other defendants were
infringing on the copyrights of the plain-
tiffs — a group of seven free-lancers led by
Tasini — by including them in their elec-
tronic databases without the writers’
express parmission.

The ruling, a reversal of an earfier U.5.
District Court decision, may well become
a landmark media-law casc because it
¢ouid lead to the wholesale excising of an
enormous pumber of articles from elec-
tronic archives and, possibly, huge finan-
cial losses for the newspaper und
magazine industries,

www.mediainfo.com
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In a post-viclory press statement, Tasini
sounded like Gen. George 8. Patton rally-
ing his troops for the final 2ssault.

“Thanks to their own greed and arro-
gance, the media industry faces the grim
reality of a tidal wave of lawsuits that will
boggle their minds. ... And let me be
clear: Writers are prepared to g0 down the
path of war,” Tasini said, the rattle of his
saber loud and clear.

“Tasini guesses the number of free-lance
articles archived in violation of copyright
law to be in the tens of thousands. “There's
no question that they face & huge Liability
for [infringements] of the past,” he says.

Defense attorney Peter Johuson of the
New York firm Debevoise & Plimpton
believes the decision will be extremely
detrimental to the media industry, If the
decision stands, content as {ar back
as 1976 could be removed en
masse from the databases, leaving ¢

buge gaps and badly damaging ¥

research capabilities, be says. b

From “Op-Ed pieces by politi- | "
cians” o “high-school football stu- &

dent stringers,” publishers could
decide to remove all questiopable  *.
content to avold potential lawsuits, 4+
he says. '
Muost present free-lance con-
ttacts, however, have been care.

{olly worded to include the ;
transfer of “all rights” to thepub- 1.

lisher and would not be affected
by the ruling.

The legal issueas

The point of contenticn in the ¢ase was
Section 201(c) of the Copyright Act of
1976, which deals with contributions 10
“collective works” That is, any periodical
igsue, anthology, or encyclopedia where
individual works are constructed to form a
whole, Section 201(¢) allows a publisher
“the privilege of reproducing and distrib-
uting the contribution as part of that par-
ticulay collective work, any revision of
that collective work, and amy later collec-
tive work in the same séries,” upon sub-
mittal of an article for pablishing.

The U.S. District Court for the South-
ern District of New York deemed electron-
ic database articles as “revisions of that
collective work” and therefore exempted
the databases from copyrght inftingement
85 valid “revisions” of the original publi-
cations, but the U.8. Court of Appeals
reversed the decision Sept. 24,

A three-judge panel ruled that “the
most natural reading of ‘revision’ of ‘that
collective work’ clanse” is that it *protects
only later editions of a particular issue of

www.eriedlainfo,com

a periodical, such as the'final [evening)
editien of a newspaper” The court ¢riti-
cized the previous ruling for defining
“revision of that collective works” too
broadly and allowing the exemption “to
swallow the tule.”

Bruce Keller, another defense attorney
associated with Debevoise & Plimpton,
says he believes the appeliate court mis-
applied the term “collective work™ to
electronic databases, which he says are
more acgurately labeled as “electronic
libraries,” _

“The worst part of this decision is the
concept that a newspaper loses its identity
when it is placed online,” says Keller.

Johnson says he believes the court
“failed to look at the legislative history of
the revision ¢lause.” He contends that the

coust’s interpretation of a “revision of that
collective work” {5 too narmow in its insis-
tence that the arrangement of individual
works must be retained.

Since the landmark decision was hand-
ed down, Tasini's vigor hasn't dimmed,
despite an Oct. 8 petition filed by the
defendants asking for a review of the
three-judge decision by the whole cowt, a
rehearing en bane, (n legaless,

“ft's a delay tactie,” suys Tasini, whe is
confident that the ruling, authored by
Chief Judge Ralph K. Winter, will be
upheld and that the industry will finally
have to address the “continuons™ jnfringe-
ment caused by their databases.

Keller balks at the idea that the review
request is a delaying tactic, “Tt is o proge-
dural process taken when one thinks the
decision is wrong,” says Keller.

Rut what i8 evident in the warding of
the petition is that newspaper companies
are genuinely concerned about the conse-
quentces of the decision, not just to them-
selves but to the industry. g

“[Tibe Panel Opinion suddenly éipos-
es all publishers of newspapers, maga-
zines, anthologies, and oiher collective
works to enormous potential ligbility for
having preserved the contents of their
publications on microfilm, [on] CD-ROM,
and i electronic libraries such as Nexis,”
reads the brief.

1t is the first time they have admitted on
record that they are at financial rigk, says
Tasini, and he’s more than willing to press
the point with newspaper investors. Tasini
has sent letters to several large pension
funds warning them of the “enormous
potential liability” threatenming
thetr investments,

“It i3 safe 1o assume,” reads
the letter, “that virtually all
media companies (print publish-
ers, electronic databases, and
other information aggregators)
are poteptially using copyright-
ed works illegally. ... Liabilities
for individual companies will
vary depending on the amount of
free-lapee material used.”

Keller, however, 1s quick to
assert that the “potential Habili-
ty" would result in newspapers
being forced to remove a pletho-
ra of articles fron their electron-
it databases.

"This is not a case of money
damages,” says Keller. The Tasini case is
not 4 ¢lass-action suit, so therefore dam-
ages awarded — if appeals are denied —
would be only to the seven plaingffs in the
caze and would be “as low as $250" for
Tasini himself, says Keller.

Because it is a case of “iunocent
infringement,” he says, Tasini and the
other plaintiffs would have to prove that
someone had actuslly read his article
online and then prove that the publishers
had profited from it, which will be
axtremely difficuit. “The [Lexis-Nexis]
system was designed at a time when it
was not possible to track per artticle,”
says Keller,

A giant undertaking

When asked, most pewspapesr and
database companies will not or cannot
provide an exact number of frec-lance
articles archived, Two database compa-
nies, Lexis-Nexis, which is a defendant
in the case, and Infonautics, which is
not, do not track the work status of doe-
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ument authors, according to ¢ompany
officials.

“The customary practice in the nfor-
mation industry is for the publisher to be
responsible for obtaining all necessary
copyright interests for online distribu-
tion.)” reads a prepared statement by
Lexis-Nexis, Lexls-Nexis' database con-
tains 2.5 billion searchable dotumenis and
about 1.000 newspapers from which arii-
cles are ablained and archived.

Infonautics, a smaller database compa-
ny with more than 7 miliien documents,
two-thirds of which are newspaper arti-
cles, takes a similar stance, deferring to
its clicots' wishes.

“IF the publisher telis us to take
[certuin free-lance articles) off, we would
have to take it off,” says Bill Burger,
vice president of content at Infonautics,
“No one kunows what effect {the decision]
will have,”

Future transactions

Current free-lance usage varies widely
from publication io publication. At The
Washington Post, where free-lancing is
handled on a departmental basis, the
nationa) desk reports that it uses three oF
four free-lancers regulurly, while the style
desk uses about 20.

According to Assistant Munaging Edi-
tor Shirley Carswell, free-lunce contracts
have included glectronic rights foy two to
three years. which sugpests that its data-
hases may be iofringing the copyrights of

deddnand] v mILL uhcy

free-lancers used before 1996.

O the other end of the spac-
tewm, the tiny Dailv Chalienge,
an African-American-griented.
79.540-circulation  paper in
New York. continues business
a5 wsual. Editor Dawad Fhilip
estimates that about 39% of his
editorial content is by free-
lancers, but he requires no for-
maj contract, confident that his -
free-lancers are happy with the
arrangeinenis made,

The Cox-owned Atlanta
Journal and Constitution deals
with free-lancers like most
newspapers today. Their free-
tance contracts specifically state that
“Cox Newspapers will have first right
to publish the wotk in our printed news-
papers. While the contributor tetains
original copyright and ownership, we
will retain the right to the published
wark for inclusion in other Cox Newspu-
pers compilatians. Qur rights specificals
ly include the rights to disttibute the
wark through our Internet services fund]
in our elsctronic databases, and to
republish it as part of any reprint, elec-
tronic or otherwise.”

The language of the contract js careful
10 include all Cox newspapers as well as
electronic publishing. According 10 Tasi-
ni, newspaper companies cannot limit the
wording to databases as all electronic
mediums could be in danger of copyright

RN

P,

Under Section 108{a.1],
reproduction of an article for
libraries and archives is
permissible if it is made
without any purpase of direct
or indirect commercial
advantaye. -
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Contact the J. RADEMARK HOTLINE
212-768-988606

The International Trademark Association offers frec and iramediate
assistance on proper usé of rademarks. The Trademark Hotine 152
cotvenient source foranyone with a trademark-usage question.

Available weekdays berween 2p.m and 5 p.m. (Eastern Standard Time).

For more information about the Jnternational Trademark
Association, visic our website 2t

1133 Avenue of the Americas, New York, NY 10036,
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infringement onge the information iy digi-
tized, in any form.

“The decision could be applied to any
secondary uses in the digital world,” says
Tasini, which means newspaper Web
sites also could be vivolating the copy-
right law by posting. without permission.
free-lance stories that appeared in the
print versions,

Past transactions

But even if a particular newspager com-
pany has been securing electronic copy-
rights for several years, the potential for
liability stretehes back to 1976, when the
copyright act was passed, because no
newspapers have bgen regularly securing
gletronie riglus for that long.

% The Tasini decision| probably wan't
mean that much 0 the industy, going for-
ward,' says new-media attorney Eric
Bergner of the New York-based Moses &
Singer law firrn. except that the contracts
will be more carefully worded to secure
online rights.

"Going back, however, Bergner pre-
dicts that the decision to remove poten-
tial infringing articles will be an easy one
for newspapers that examine the costs
and benefits of paying for the electronic
rights vs, removing the stories from the
databases,

“It's a monumental task,” Bergner says,
referring to the arduous process of track-
ing down the offending articles and then
the authors themselves to  purchase
retroactive licenses,

“Is it worth 3t for [newspaper cormpil-
nies] to go through and determine who
was a frec-lancer and who was work-for-
hire?" asks Bergner, In addition, writers
could conceivably argue undsr the Tasini

www.madiainfo.com
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precedent that every time a pew
article is added to the database that it
becomes a new “collective work” and
hence a new infringement eagh time.

“It could potentially destroy all elec-
tronic research ability,” Bergner says,
echoing Johnson's sentiments, because

publishers would remgve the
content to avoid Huability.

The fact that a media com-
pany would rather drop arti-
¢les than pay for them “shows
the low moral standard under
which these companies are
operating,” says Tasini.

Free-lancers, not surpris-
ingly, agree. “[The removal of
infringing articles] strikes me
45 an obnoxious view of the
importance of journalisi, but,
then, I would expect it,” says
New York free<Jancer Dylan
Fotey, who has writien for The
Baston Globe and The Globe
and Mail in Toronto.

Valerie Sweeten, s Houston-based free-
lancer who has written for the Housron
Chronicle and People magazipe, agrees
that publishers should pay for any addi-
tional publishing, although it was the first
she had heard of the decision,

Todd Carter, 2 free-lancer from Jenison,
Mich., and a member of NW1J, believes
the decision is a positive step towards
accountability. “You shouldn’t siga your

Whether you’re running,
skiing, hiking or writing,
if you use GORE-TEX" fabric
correctly, we’ll all feel
comfortable.

GORE-TEX" fabric is the original waterproof/breathable
fabric that revolutionized the outdoor sportswear mar-

ket, and it’s now used in many industrial and medical

applications, too,

GORE-TEX should never stand alone. Always use it
to modify a noun, such as GORETEX® fabric, GORE TEX®
gloves, GORE-TEX® outerwear,

' Your comfort is what our remarkable fabric is all
about. So please keep us comfortable by using our

trademark ¢orrectly.

GORE "FEX® is a

registered trademark of

W. L. Gore & Associates, Inc.
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nzhts away,” he says, but he admits it is
difficult for less-experienced free-lancers
to negotiate a favorable contract.

Keller bristles at the idea that removal
of the articles is indicative of a “low moral
standard,” calling Tasini’s demands for
additional payments to free-lancers “out-
rageous” and “unrealistic”

A ‘simple solution’

Tasini claims he has a “simple solu-
tion” to the enormous undertaking that
settling acconnts would take — in the
Publication Rights Clearinghouse (PRC).
The FRC offers retroactive copyright
licenses to publishers for the free-lance
works of its enrollees.

Then, 75% to 0% of the licensing fes
goes to PRC writers, according to the
NWU Web site. In essence, the PRC acts
as the “middlec man” between the pub-
lishers and the free-lancers. The fee for
free-lancers to sign up for the PRC s
$20 for NWU members and $40 for non-
members,

According to a press release 1ssued by
Tasipi, the PRC has already brought more
than $13,000 to 92 union members, with
one member receiving $1,719.

The PRC is partnered with the Copy-
right Clearance Center (CCC), “the
largest licensor of photocopy reproduction
rights in the world,” reads the relesse, The
CCC handles all processing of the licens-

- ing requests.

“It iy inherently unfair: The puliishers
aiready paid for these articles” says
Keller. “This idea of a Publication Rights
{Clearinghouse is going nowhere. I have
yet to hear of a single publisher interested
in a clearinghouse.

Although Tasini refuses to comment
on any future legal action, the next step
for the NWU could be a class-action
lawsuit, which would hold the whaole
industry accountable for slectronic-
rights infringements. .

When the possibility of a class-action
suit is raised, Johnson says, "I couldn’t
tell you how we would deal with that.
One option would be to reduce the labil-
ity by wholesale excising of the data-
base.” But the defense isn't ready to call
it quits on the current ittigation, deter-
mined to take it to the U.S. Supreme
Court if necessary.

In its official response to the case,
Lexis-Nexis warned of the damages the
decision could whimately cause: “[Tlhe
only complets historica)l record of what
print media covered that one can be
assured of will be hard-copy back issues
of newspapers and magazines.” R

www. mackiiinfo.com
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COPYRIGHT
nthe Digital Age

oy Jm Moscou

There really wasn't a Yot of money at stake
when Rex Heinke was asked to file a copy-
right-infringement lawsuit against a little-
known Web site called Free Republic, Bug,
then again, that really wasn’t the point,

Heinke, an attorney wWho fepresents both
The Watshington Fost and the Los Angeles
Times, said the two papers discovered in
1998 that Free Republic’s creators apd vis-
itors were posting their articles in the
Republic’s forums for discussion and
debate. Su, in September of that year, they
haulzd the Web operator ints federal court
claiming copyright viclations.

In both & very real and a symbelic way,
L.A. Times vs. The Free Republic emerged
as a piotieer in the new era of cyber-copy-
right law. While the rules governitig intels
eetual property haven't changed very
much since the beginming of the digital rev-
olution, the speed, access, vocabulary, and
volume of information spinning around the

BOOKS #
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BOOKS ON TAPE® is the registersd
tradematk and servioe mark of
Bouks On Tape, Ine., Newport Beach, CA.

The genaric ternt for sound racordings
of & person reading a book is
“audiobooks” not "bovks on tape’
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Internet i5 forcing newspapers — and the
courts — to consider new ways to protect

Intelfectual nssets. The Times and Post,

after all, Heinke argues, charge about $1.50
per article online, That's lost revenue. In
turn, Free Republic — which touts itsslf as
a “pathering place for independent, oiass-
o0ts conservatism on the Web”— argued
its postings of the articles were protected
uncler fair-use laws. A federal court jssued
a tentative ruling against the Web site last
month. A final decision is expected soon,
But the court’s opinion will most likely
just leave rore questions. Here, in an edit-
ed interview, Heinke — who i5 o First
Amendment  and  inteliectual-property
aftornay at the Los Angeles-bused firm

Greines, Martin, Stein & Richland — dis-

cussey the dawn of digital copyright faw,

E&P: Let's start with one of the most
obvigus and, {0 me, gnawing fuestions:
The Internet is so big, 50 vast, and so
fast, how in the world can anyoue really
control thelr copyrighted material?

Heinke: Well, it depends on what you're
secking to contrel. If your goal is to say that
no one can ever copy a single page off of
any Web site withgut permission, you're not
2oing to be able to achieve that, ever, If your
goal is to say somebody is not going to be
able {0 operate a Web site that regularly
eagages In distributing copyrighted materi-
als and does that in violation of the law, vou
are going to be able to control that. Those
places are not going femain anlymHoUs,

S0, it’s not the “mom-and-pop” home
page listing a few articles that’s of con-
cern, but ...

It's the question of the volume, the num-
ber of people going 10 the Web site, and
looking at the matetial being copied.

Is that how the Post and the Times
came 10 sue the Free Republic?

[Free Republic] was in business for a
couple of years and was growing very, very
rapidly. & was having 20,000 to 50,000 hits

aday. ... They‘ were cutting and pasting the
articles to their site. .., There was 4 corre-
spondence back and forth trying to resolve
it. When we couldn’t, we filed a Jawsuit.

The Republic argued they were using
the information to forment discussion and
debate, Isn’t that fair nse?

We think [the tentarive federal court
decision in the case] makes it clear what is
or 150°; fair use. And the courts have tenta-
tively resolved that, saying it wagn't.

Are newspapers poing to be driving
online copyright legal battles?

They are going to be oue of the impor-
tant players, but it’'ll be anvone that owns
copyrighied information that is digitzed
and therefore can be distributed on the
Internet.  That includes music, books,
movies, software, and 50 on.

This is where it becomes daunting to
me. How can digital copyrighted prod-
ucts be tracked and controiled on the
Interpet?

But it has always been daunting [at]
some level.

But the speed at which information
ecan be sent back and forth nowadays, An

~ entire newspaper edition ¢an be around

the world in seconds.

Right. Well, 1 think the concern with the
Intarnet — how widespread 1t is, how acces-
sible it is to millions of people. how easy it
is to make copiss of things — the real con-
cem is: Is there now a unigue transformation
of the way information is distributed? And
does it provide such ability to copy that it
cun’t be controlled? 1 don't think that is
going o happen. ... There will be ways to
deal with the copyright problems that the
Internet creates. Some of that will be tech-
nelogy, and other solntions will be legal.

www, mediainfo.com
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Could the Fnternet change the core
mission of copyright law?

No. That has ot and will not change at
all: The authors of copyrighted work
receive economic compensation for the
work they have done,

What about linking one page to
another? Cap that be ¢construed as a
copyright infringement?

We have said In our litigation all along
that we have no objection 1o links, as long

as the link itself doesn't imply we've
authorized or approved it, or that we
sponsor it.

But what if a disturbing site like —
and I'm just making this up — “nazis-R-
us.cotn” inks to a newspaper’s page?

There haven't been any cases [deters
mining whether or not a link would con-
stitute a copyright or gademark in-
tringement], but | would not be real opti-
mistic you would prevail on that, But T'm

to e down for a few minutes.

YVhen you use “Xerox”
the way you use “aspirin,’
we get a headache.

'i'- Boy, what a headache! And all because some of you
may be using our name in a generic manner. Which
could cause it to lose its trademark status the way the

name “aspirin” did years ago. So when you do Use our name,
please use it as an adjective to identify our products and ser-
viges, e.g., Xero¥ coplers. Never as a verb: “to Jerox” in

place of “to copy’ or as a noun: “Xeroxes” in place of —
“coples” Thank you Now, conld you excuse ug, we've got

THE DOCUMENT COMPANY
XEROX

XEROXS The Mugueneat Compnay® and the awylized X oeg Wademarbe nf XBROX CORPORATION, 36 USG 580,

TR
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Comrany
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suge there are some people who would
disagree with that.

You had mentioned technology devel-
opments would help copyright law, too? .

Well, the question now 15! Can we find
an encryption system that works — not
perfectly because nothing works pesfectly
— but works reasonably well?

But couldn’t encrypting copyright
material impinge on fair use?

Sure. Then the question becomes: Does
Congress think as a patter of public policy
there should be exceptions to encryption?
For example. the obvious way to deal with
that problem is that aceess codes should he
sold to public libraries at a discounted cost.

This is just the tip of iceberg of Inter-
net copyright litigation,

Oh yeah, The litigation of copyright
infringement is just in its infancy,

Still, T'm struck that copyright legal
arguments are the same.

They'1t always be, in a sense, the same:
whio has the rights to use i, sell it, and
who doesn't. The difference is, with 2 new
technology, it always twists the Tocus —
the square-peg-in-a-yound-hole problem.
Tt kind of fits, but it doesn’t fit quite nght.
The same thing is true with the Interpet,
and yemrs ago [the evolution of] the
movies, television, and 5o on.

What are the concerns surrounding
online trademark issues?

The concern is that I don’t want someqne
misrepresenting a connection ov affiliation
or sponsorship betwesn my Webr sjte and
some third-party site that 1 have no control
over. ... Let's take the Coca-Cola trade-
mark, and you use that trademark as a bui-
ton on your Web site, and that buttop will
take you to a Coca-Cola Welbs siter [ think
that is a problem. Using their trademark
suggests somehow Coca-Cola let you do
that. But if [the link] simply says, “Coca-
Cola,” in 2 normal typeface, then T doubt
seriously there 15 any kind of problem.

So, are newspapers left to police the
Internct themselves for copyright or
trademark infringements?

Right. But all with this new twist: the
Interoet is just an additional place to look
for it. And the reality is thay [newspapet
articles] ones with little of no sconomic
value suddenly have value in the digital
form. The stuff becomes more ugeful,
more accessible, and more valuable, and
needs to be protected. M

wiWw.madiainfo.com
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1, @& contribution to a collective work

2, part of a motion picture or other audiovisual
_work

3, =& translation

4, a supplementary work (which is defined as prepared
for publication as a secondary adjunct to 2 work
by another for purposes of {1lustrsting, introducing,
concluding, ete,, or assisting in the use of the
other work, such as forewards, aftervords, answer
material for tests, maps, musieal arrangements,
bibliographies, etc.)

5, a compilation

6, an instructional text, which is defined as 'a
literary, pictorial, or graphic work prepared
for publication with the purpose of use in
systematic instructional activities." (Thus,
books used in teaching.)

7. & test

B, answer material for a test
9. an atlas.

HOWEVER, this is conditioned upon an éxpress agreement in writing

ﬁigned by the parties, This agreement musr state that the work
shall be considered a work made for hire."

CONTRIBUTIONS TO COLLECTIVE WORKS (Section 201(e))

This subsection seeks to clarify one of rthe most difficult
questions under the existing law--the ownership of contrvibutions to
_pericdicals and other collective works. 1t states that copyright in
a contribution is separate and distinct from copyright ia the collective
work 4s # whole, and that, in absence of an express transfer, the
owner of the collective work obtains only certain limited rights with
respect to each contribution,

)@a%} 2ol (c.)
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The first sentence in this subsection provides that "Copy~
right in each geparate contribution to a collective work is distinct
from copyright in the collective work as a whole, and vests initially
in the author of the contribution." This is intendad to establish
that the copyright in a contribution and the copyright in the collective
work in which it appears are two differeat things, and that the
usual role with respect to initial ownership applies to the contribution.

Section 101 defines & "collective work"” as "a work, such
43 & periodical issue, anthology, or encyclopedia, in which a
number of contributions, constituting separate and independent works
in themselves, are assembled into a collective whole."

The second sentence in 201(c), in conjunction with section
404, preserves the author's cupyrxght in his contribution without
requiring a separate motice in his name or an unqualified transfer of
all his righta to the publisher,

The new law establishes a presumption that, in the absence
of an express transfer, the author retains all rights except, 'the
privilege of reproducing and distributing the contribution as part
of that particular collective work, any revision of that collective
work, and any later collective work in the same zeries."

purlisher wo _
edition of an en¢yc1opgdf"~
entitled to. wxeprint a.

works,

DIVISIBILITY OF COPYRICHTS (Section 201(d))

In theory, under the 1909 law, a copyright was considered a
single, indiviasible bundle of exclusive rights. Thus, the old law
regarded copyright as a ﬂlngle, indivisible entity; this means that &
transfer of less than the entire tights to a work was merely a
license which allowed the holder to use the work in a specified way
but did not permit him to exercise any right of ownership,
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An article from the "Cop y right Notice", published by thc Canadian Copyright Instltutc
35 Spading Road, Toronto, M5R 259- m416 975- 1756 (whoever they are).

You might find it of interest while not dircetly pertinent to your case,
It may resultin an casingof the challenge for folks such as you.

Tasinl ctal. V. New York Times ctal.
Electronic Rights for U.S.
Freclancers Vindicated:

Good news for Heather

Robertson's class action

On Scptember 24, 1999 a New York Appeals Court reverscd an carlier federal district
court declsion, to find that a print publisher may not, in the absence of express
permission, put the articles of freelance writers on databascs and CD-ROMas that
include the entire textual content of the print publication. As aresult, the right to

¢lectronically reproduce freclance articles is not deemed to be included in the transfer
of serial rights under US Copyright law. '

This is good news for the Heather Robertson in her class action in the Canadian courts
on similar grounds against The Thomson Corporation ctal. Robertson sccks 350 million
in compensatory damage, another $50 million in punitive damages and injunctive relicf
arising from alleged infringement of the copyright of freelance writers in Canada by
disscminating copies of their original printed works through computer databases, on line
services or other electronic media. The original statement of claim in the Robertson
casc was filed in September, 1996. The class action has just reccived fundingfrom the
Ontarie Law Foundation, which will allow the casc to proceed. The next court date in
the action is likely to be in the new year.

The Tasini appeal decision has put the case for Canadian freclance writers in a much
better position. It has setan important precedent. The court ruled that a database of
articles could notbe viewed as an clectronic version of the newspaper itself it is simply
acollection of articles, collected and published ¢clectronically without permission.

The Tasini appeal decision will doubtless causc aripple in Canadian publishing

circles, as Canadian publishers recvaluate their potential liability in the light of the
1ullng.

In related news, L'Association des journalists independents de Quebhec ("AJIQ")
launched 2 suitin June against all the major French-language newspapers and magazines
in Quebec, as well as CEDROM-SNI, a databasc ¢ service, claiming compensation for

infringement of their members' electronic rights in articles submitted for print
publication.

&%
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HIGH-TECH TOOLS AND COPYRIGHT:

What Are The Limits?

Over one hundred years ago, the Supreme Court
first confronted issues at the intersection of pho-
tography, new technology and copyright law. In
1884, the new technology was photography and
the Court was called upon to decide whether a
photograph was a “writing” of an "author” that
could be protected under the Copyright Clause of
the Constitution. Put another way, did a photog-
rapher who reproduced the exact features of his
subject by means of a camera create a copy-
ﬁghtablé work? The Supreme Court decided that
a professional portrait photographer engaged in
much more than a manual operation of a new
machine. By posing his subject and selecting and
arranging costume, background and lighting, the
photographer produced a protectable expression
"entirely from his own original mental concep-
tion.” (Burrow-Giles Lithographic Co. v. Sarony.
111 U.S. 53, 59. [1884]). A photographer’'s choices
have repeatedly been found to comprise a cre-
ative expression that makes a photograph more
than a mechanical fixation lacking originality.

‘The photographer’s eye, in effect, reflects "the per-

sonal reaction of an individual upon nature [--]
something irreducible, which is one man's alone.”
(Bleistein v. Donaldson Lithographing Co., 188 U.S.
238, 250 [1903)). '

D rix|arriL 96

by Michael S. Oberman and Trebor Lloyd

Now, at the verge of a new century, a rich stock of photographic
images can be appropriated and manipulated in ways that were
previously unachievable. Digital scanning of a photograph, for
instance, involves photographing an existing image with a special
optical scanning or digital camera. The camera, operating some-
thing like a photocopy machine, translates photographic images
into digital information by breaking the images into "pixels” or
smail dots which are imported from the scanner to the computer
and stored in a binary file. These pixels are easily manipulable
with tools provided in such popular software programs as Photo-
shop and CorelDraw, Digital scanning technology also makes it
inexpensive and easy to oblain high quality copies of a photogra-
pher’s works and to incorporate these photographs, or elements of
these photographis, into new and different works.

This new capability raises new guestions. Case law provides
guidance—if only by analogy—as to what might constitute
infringernent in specific instances involving the new technologies.
In particular, familiar concepts—including the exclusive rights
given to an author by Section 106 of the Copyright Act of 1976 {the
" Act”) 1o control reproductions of, or derivative works based upon,
a copyrighted work and the defense of fair use under Section 107 of
the Act point the way.! This article discusses what has transpired so
far in this largely undeveloped area and attempts to map out the
conlours of infringement of photographs in a new age.

OF INFRINGEMENT

ubject to the iair use defense, appropriation of an
existing photograph is likely to infringe the photog-
rapher's right to control reproduction of the photo-
graph as well as the right to authorize derivative
y,  Works based upon it. At the outset, the initial scan-
ning of photographs is likely to constitute a copy-
V right infringement in itself. Only a limited number

Qapee®®™ of claims involving digital scanning of photographs
hdve been publicly asserted o date—the FPG v. Newsday case
among the most notable—and none has been judicially resolved
(See PDN, "Newsday, FPG Settle Copyright Infringement Suit,” Jan-
ucry 1995),

However, it has been generdlly recognized that the initial input
of material into a computer constitutes copying.* In one case, by
illustration, a defendant publisher of databases for the legal pro-
fession used a computer scanner and optical character recognition
sollware to scan West Publishing Company’s copyrighted advance
sheets of the Southern Reporter. The scanning process copied entire
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West case reports, including West's copy-
rightable headnotes and synopses. While the
protectable elements of the West publications
were deleted before the cases were placed
on defendant's databases, the temporary
storage of the full case reports was found to
be an intermediate copying that infringed
West's copyrights.®

 In Curtis v. General Dynamics Corp., plain-
tiff's photograph, “Wheelchair on a Porch in
Athens, Ohio,” was copied on a Photostat
machine, cropped, enlarged and placed into
a “comprehensive” to be used as a model
during the development of advertising based
on the wheelchair image. A subsequent pho-
tographer used the comprehensive as a
model for a new photograph and that sec-
ond photographer’s work was then used in

- the advertisement. The court first found that

1. Where an infringement involves a numbered, limited set of photographs, a defendant
may also violate the so-called moral rights of the photographer—the rights of aitribution

and integrity set forth in 17 U.S.C. 106A.

2. See Micro-Spare. Inc. v. Amtype Corp., 592 F. Supp. 33, 35 (D. Mass. 1984) (placement
of a work into a computer is the preparation of a copy, citing Final Report of the National

the making of a copy of the photograph on
the Photostat machine was a copyright
infringement in itself. It then found that the
creation and use of the comprehensive were
a second infringement. - Finally the court
found that the use of the second photogra-
pher's work in the advertisement was also an
infringement of the original photograph. (18
U.S.P.Q.2d 1608 [W.D. Wash. 1990]. See PDN,
"Swipe No More,” January 1990.) |
Suppose, unlike in the Curtis case, some-

one scans a protected photograph but cre- |

ates a final product that is not substantially
similar to the original work. Is an intermedi-
ate copy still infringing if used to make a final
product that is substantially different from the
original work? Although scanning of pho-
tographs in this context seems to be'an unex-
plored question, again, case law presents

close analogies.

In Walker v. University Books, the narrow
questicn ‘before the Ninth Circuit was
whether plaintiff's copyrighted work—a set of
72 "1 Ching” or fortune-telling cards-could be
infringed by defendant’s blueprints for cards
defendant had not yet produced. The court
below had decided that plans, preparations,
or blueprints of a final product were not tan-
gible reproductions of a work that could give
liability for damages. The Ninth Circuit dis-
agreed (602 F.2d 859 [Sth Cir. 1979)). It held
that' an intermediate copy of a protected
work could itself be infringing. If there was
infringement, the plaintiff could recover
statutory damages (and possibly atiorney’s
fees) despite the fact that the defendants had
realized no economic gain from the inter-
mediate copy. '

Commission on New Technological Uses of Copyrighted Works ("CONTU Re-port”) at
3]). See also 2 Nimmer on CopyTight 1 8.08 (1935) (inputting a computer program into a

computer is the preparation of a copy).

3. West Publishing Co. v. On Point Solutions. Inc., Civ. A. No. 1:93-CV2071, 1994 WL
778426 (N.D. Ga. Sept. 1, 1994).
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In Sega Enterprises v. Accolade, another
Ninth Circuit decision, the court held that
intermediate copying of computer object
code through reverse engineering couid
infringe regardless of whether the end prod-
uct also infringed. While the court found that
the particular intermediate copying before it
was a fair use, it realfirmed the general hold-
ing of Walker that intermediate copying
could be an infringement in and of itself. {377
F.2d 1510 [9th Cir, 1992)).

Taking the reasoning of these cases
together, there appears to be little doubt that
the optical scanning of a photograph alone

may infringe. The photographer
has the right to decide whether—
and, if so, the terms upon which—
use of an original photograph is to
be authorized. Consequently, it
would appear that a photographer
could be potentially entitled to some
measure of damages where an original work
has been scanned without authorization,
even if the infringer’s linal product bears lit-
tle resemblance to the original work and

even if the intermediate work had no com-

mercial use.
Familiar principles of copyright law should

The basic test for copyright
infringement is caccess plus
substantial similarity.

govern whether an end use, such as publi-
cation, of a scanned photograph constitutes
infringement. The basic test for copyright
infringement is access plus substantial simi-
larity. Where the photograph has been
scanned and altered, the issue o be
answered is whether the original work is
qualitatively important in the allegedly
infringing work. If a central or important
image of the original work gives rise to the
commercial or esthetic appeal of the
ailegedly infringing work, substantial simi-
larity should be found.* Thus, absent fair use
or another defense, infringement should be
found.

Aside from the infringement issues raised
by copying of photographs by scanning and
the making of derivative works through com-
puler manipulation, at least one court has
specifically held that the display of photo-
graphic images on a computer screen and
the downloading or uploading of those
images may be an infringement of the pho-
tographer’s or copyright holder's rights of dis-
play and distribution. There, the defendant
operator of a subscription computer bulletin
board displayed copyrighted Playboy pho-
tographs on the bulletin board. Subscribers
o the service both transferred the photo-
graphic images from the bulletin board to
their own personal computers ("download-
ing”) and transferred the images from these
personal computers to other persons
("uploading”). (See Playboy Enterprises v.
Frena, 839 F.Supp. 1552-57 [M.D. Fla. 1993])

The court first ruled that supplying a prod-
uct that contained unauthorized copies of the
Playboy photographs was a “distribution” in
violation of the right to public distribution
guaranteed to copyright holders. In addition,
the court held that the display of the photo-
graphic images on a computer screen was a
showing of photographic images by means
of a device or process to a substantial
enough caudience that the display constituted
a “public display.” Such a public display
was, again, a violation of a right reserved to
the copyright holder.

4. See. e.g., Rogers v. Koons, 960 F.2d 301 (2d Cir.), cerl.
denied, 113 S. Ct. 385 (1992). In this case, defendant’s
sculpture "String of Puppies” was closely modeled aller
plaintilf’s photograph "Puppies.” The Second Circuit
found the sculpture 1o be an infringing use and further
heid the [air use delense inapplicable despite delen-
dan!’s contention the primary purpose of the work was
for social commentary. (See PDN, " ‘String of Puppies’
Deemed Improper Copy,” April 1991 and PDNews, "Art
Rogers Gains Courl Viclory,” July 1992.) See also Stein-
berg v. Columbia Pictures Indus.. Inc., 663 F. Supp. 706,
713 (S.D.NY. 1987) (poster infringed arlisl's work even
though only a small porlion of posier's design could be
considered similar).
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FAIR USE

ven if the copying and use
of a photograph are other-
wise infringing, licbility
might still be avoided under
the "fair use” doctrine. This
doctrine recognizes that
at times the “competing
interest of society in the

untrammeled dissemination of ideas™ may

outweigh the interest of the copyright holder.

Under Section 107 of the Act, the courts .

consider four factors: 1) the purpose and

character of the second use ({including
whether such use is of a commercial nature
or is for nonprofit educational purposes), 2)
the nature of the copyrighted work, 3) the
amount and substantiality of the portion used
in relation to the copyrighted work as «

potential market for or value of the copy-
righted work. It is within the area of fair use
that the user's desire to exploit the new tech-
nologies and the photographer's interest in
the control and marketing of the originat
work are likely to be resolved. -
The Supreme Court most recently explored

‘whole and 4} the effect of the use upon the

fair use in Campbell v. Acuff-Rose Music,
where the question was whether 2 Live
Crew's parody of Roy Orbison's song, "Ch,
Pretty Woman,” was a fair use. From the
point of view of the pholographer concemed
about digital scanning, the most important
pronouncement -in Acuff-Rose is that a
“transformative” derivative work which
incorporates substantial elements of pre-
existing works might be a fair use, even if
that use was a concededly commercial one.
A "transformative” work was described as a
work that "adds something new, with a fur-
ther purpose or different character, altering
the first with new expression, meaning, or
message.” (114 S. Ct. 1164 {1994].) Such a
work, according to the Court, promotes the
goals of copyright, i.e., to promole science -
and the arls. '
One commentator has suggested that
Acuff-Rose has significantly shifted the fair
use balancing test to favor those who use sig-
nificant portions of the unlicensed, pre-exist-
ing copyrighted works of others to form “new
creative, commercial ‘derivative works,’ "
particularly creators of digital and multime-
dia works.! However, the Court’s view of

- transformative use was articulated particu-

larly in the context of parody-—a species of
comment and criticism. The Court noted that
works of parody by their very nature must
copy the heart of the pre-existing work. It also
pointed out that a parody, unlike other deriv-
ative works, is unlikely to harm a copyright
holder’s market in the sense that the parodic
work is likely to be a market substitute for the
copyright holder's original work. Outside the
area of parody, moreover, the purpose for

~substantial borrowing should be more care-

fully scrutinized. Verbalim copying may
reveal a lack of transformative character in
the new derivative work. If the underlying
work is being copied merely to “avoid the
drudgery in working up something fresh,"

‘the other faclors, such as the commercial

nature of derivative work and the derivative
work's ability to serve as a market substitute
for the copyright holder’s work, “loom
larger.” (114 S, Ct. at 1172.)

Fair use is, to be sure, a fact-intensive
analysis and it is difficult to predict how spe-
cific claims will be resolved without a full fact
pattern. Appropriation of an existing photo-
graph for a computer-generated new work is
nonetheless unlikely to be found to be a fair
use, especially if the new work borrows
heavily from its source. Photographs are
commeonly licensed and slock agencies are
beginning to make their works available for
cuthorized multimedia uses.” A use that

5. Sony Corp. of Am. v, Universal City Studios Inc., 464
U.5. 417, 430-31 n.12 {1984} {(quoting foreword to B. Kaplan,
An Unhurried View of Copyright, vii-viii (1967)).

6. Richard R. Wiebe, "Deriving Markets Irom Precedent,”
The Recorder, Mar. 21, 1994, a! page 10.

7. Susan Orenstein, "Digital Multimedia Madness,”
Legal Times, Sept. 13, 1993,
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attempts to circumvent an available license

- —or to-override an author's preference not to
grant a license—should be found to interfere
with the potential market of the original pho-
tograph.? Specific claims are likely to turn on
issues such as the lollowing:

1. To what extent does the second use
transform the original pholograph and what
is the purpose of the use? In Rogers v. Koons,
for example, a photograph was transposed
to an entirely different medium (sculpture)
purporting to be fine art replete with social
commentary; the court found that the copy-
ing of the photograph "was done in bad

faith, primarily for profit-making motives and
did not constitute a parody of the original
work.” (960 F.2d at 310) :

2. To what extent will the original photo-
graph be viewed as a highly creative work?
Referring again to Rogers v. Koons, this sec-
ond factor militated against a linding of fair
use where the original photograph was ¢
“creative [and] imaginative ... published
work of art” by an author who made his liv-
ing as a photographer: As a general rule, a
creative work is insulated from the fair use

defense more than a factual work. Pho- -

tographs should typically be treated as cre-

ative even when they capture public sights.
Indeed, photographers with a good eye who
are in the proper place at the proper time
have given us scores of indelible images that
mark the course of recent history.?

3. To what extent does the second work
quantifiably and qualitatively utilize the orig-
inal photograph? Even the use of a small
portion of a photograph may defeat a fair
use claim where the use constitutes a whole-

-sale or verbatim replication of significant ele-

ments of the photograph.”

4. To what exlent does the second use fit
within the customary markets for the original
photograph? If the market in which a defen-
dant used an allegedly infringing work is a
market the copyright owner could have
entered, the use would not be fair because it
denied the copyright owner a licensing fee, a
factor clearly diminishing the value of the
original work. At least one court has found
that the potential value of a photograph may
be diminished where the plaintiff may have
wanted to release a numbered and limited
edition of the photograph and the defendant
has diluted the value of that limited edition
by an unauthoerized use of the photograph.”

anufacturers of
digital scanning
devices risk possible
lawsuits over con-
tributory infringe-
ment. In Sony Corp.
of America v. Uni-
versal City Studios.

B

" Inci, owners of copyrights in television pro-

grc:fms and films brought suit against Sony,
the’ manufacturer of the Betamax video
recording machine, asserting that Sony was
contributorily liable for producing the tech-
nology consumers used to make unautho-
rized copies of copyrighted works. Sony, in
defense, contended that the potential for
infringemen! posed by the Betlamax was out-

8. See. e.g., American Geophysical Union v. Texaco Inc.,
60 F.3d 913, 930-31 (2d Cir. 1995).

9. Fair use particularly pertinent to a “lactual photo-
graph has been found under one narrow scenario.
Where an amateur’s film captured a momentous and
otherwise inadequately recorded, event in history, the
public’s inleres! in viewing the pictorial record ol that
event was found lo outweigh the pholographer’s copy-
right interests. Time Inc. v. Bernard Gels Assocs., 293
F. Supp. 130, 146 (S.D.N.Y. 1968) (film ol Kennedy assas-
sincition).

10. CL. Curtis v. General Dynamics Corp., 18 US.P.Q.2d
at 1615 (holding that copying of less than one percent of
defendant’s entire work may be inftingement and not
lair use (citing Meeropol v. Nizer, 560 F.2d 1061 (2d

Cir. 1977).

11. Richard Anderson Pholography v. Brown, No. 850373
R, 1990 U.S. Dist. LEXIS 19846, at “3(W.D, Va. Apr. 16, 1990}.
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weighed by the beneficial uses of the

machine, most notably “timeshifting—that is,

the copying of programs for later viewing
when owners of the Belamax were unable
to watch a program at the time it was sched-
uled for broadcast.” (464 U.S. 417 [1984]). The
Supreme Court—ultimately holding that
time-shifting was a fair use of copyrighted
works—gave this test for contributory
infringement: .

The sale of copying equipment, like the
sale of other articles of commerce, does not
conslitute contributory infringement if the
product is widely used for legitimate, unob-
jectionable purposes. Indeed, it need merely
be capable - of substantial -non-infringing
uses. (464 U.S. 442 (1984]).

Legitimate industrial uses of digital imag-
ing are apparent. Imaging services are reg-
ularly used now by the legal and medical
professions for easy storage, access and dis-
play of documents, diagrams and other
images. By use of digital imaging, ruined
photographs can be restored to their original
luster with colors again vibrant and images
enhanced. Manufaciurers of scanning
devices could point to these uses in the face
of any claims of contributory infringement.

While a manulacturer of a digital scanning
device may escape liability under the rule of
Sony, an operator of such a device may
incur liability even if that operator is not the
end user. Should, for example. a business
scan copyrighted photographs and put them
on computer discs for customers who then
use images on the disc in an infringing way,
the business could be liable lor facilitating an
infringement.” Moreover, an operator of a
compuler service that makes unauthorized
copies of photographs available to others
who may download or upload them to or
from their own computers may be liable for
infringement even if that operator did not
make the copies itself on the grounds that,
while there was no copying, the display and
distribution was an infringement for which
the operator was liable.” :

CONCLUSION

hen photog-
raphy itself
was the new
technology,
the Supreme
Court
that traditional
copyright prin-
ciples warranted statutory protection lor
photographs under the Copyright Clause of
the Constitution. With new technologies
todcry making possible uses of photographs
that were unimagined even a short time ago,
existing copyright doctrines should once
again control and should comfortably dis-
tinguish between infringing and non-infring
ing uses of photographs. o '

Michael S. Oberman is a partner in New
York's Kramer, Levin, Naftalis, Nessen &
Frankel, where he practices inlellectual prop-
erty and commercial litigation. Trebor Lloyd,
an associate al Kramer Levin, also practices
intellectual property and commercial litiga- -

tion. Wendy Stryker, a third year law student
at New York University who was a summer
associate at Kramer, Levin, assisted in the
preparation of this article. This article origi-

‘nally appeared in slightly different form in

The National Law Journal.

12. See by analogy BCA Records. a Division of RCA Corp. v All-Fast Sys. Inc., 594 F.Supp. 335, 332 (S.D.N.Y. 1984). Here
the defendant was in the business of copying casselie lapes lor its cusiomers and copied copyrighled materials. The
court specifically rejected the nolion tha! the rule of Sony might shield a "middleman” from liability.

13, Playboy Enterprises Inc. v, Freng, B39 F.Supp. at 1556 and in text supra at 6-7. See also Religious Technology
Center v. Netcom On-line Communication Services, Inc., 1995 WL 707167 6-7 (N.D. Cat. Nov. 1, 1995} (acknowledging
that even absenl direct lichility lfor infringement of copyright, a copyright bulletin board operator may be liable for con-

iributory infringement or may be vicaricusly liable).
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HIGH-TECH TOOLS BND COPYRIGHT:

What Are The Limits?

Over one hundred years ago, the Supreme Court
lirst conlrented issues at the intersection ol pho-
tography, new technology and copyright law. In
1884, the new technology was photography and
the Courtl was called upen to decide whether a
pholograph was a "wriling” of an "author” that
could be protected under the Copyright Clause of

. the Constitution, Pul another way, did a pholog-

rapher who reproduced lhe exact features of his
subject by means of a camera create a copy-
rightable work? The Supreme Court decided that
a professional portrail pholographer engaged in
much more than ¢ manual operuation of a new
machine, By posing his subject and selecling and
arranging costume, background and lighting, the
pholographer produced a proteclable expression
“entirely from his own original mental concep-
tion.” (Burrow-Giles Lithographic Co. v. Sarony.
111 U.5. 53, 5. [1884)). A photographer’s choices
have repeatedly been found to comprise a cre-
ative expression lhat makes a pholograph more
lhan a mechanical fixation lacking originality.
The pholographer’s eye, in eflect, reflects "the per-
sonal reaction ol an individual upon nature {--]
something irreducible, which is one mun's alone.”
(Bleistein v. Donaldson Lithographing. Co.,, 188 U.S.
239, 250 {1903

€D eixiaprIL 96

by Michgel S. Oberman and Trebor Lloyd

Now, at the verge of a new century, a rich stock of pholographic
images can be appropriated and manipulaled in ways thal were
previously unachievable. Digilal scanning of a photograph, lor
instance, involves pholographing an existing image with a special
optical scanning or digital camera. The camera, operating some-
thing like a pholocopy machine, ranslales photographic images
into digital information by breaking the images inle “pixels” or
small dots which are imporled from the scanner {o the compuler
and slored in a binary file. These pixels are easily manipulable
with tools provided in such popular soflware programs as Pholo-
shop and CorelDraw. Digital scanning technology olse makes it
inexpensive and easy lo oblain high qualily copies of a phologra-
pher’s waorks and to incorporale these pholographs, or elements of
these pholographs, into new and diflerent works.

This new capability raises new questions. Case law provides
guidance-—if only by analogy—as lo whal might constitule
infringement in specific instances involving the new lechnologies.
In particular, familiar concepts—including the exclusive righls
given 1o an author by Section 106 of the Copyright Acl of 1976 (the
"Act”) lo control reproductions of, or derivative works based upon,
a copyrighted work and the delense of fair use under Seclion 107 of
the-Act point the way.! This arlicle discusses what has lranspired so
[ar in this largely undeveloped area and atlempls 1o map out the
contours of infringement of pholographs in a new age.

OF INFRINGEMENT

ubject lo the fair use defense, appropriation of an
existing pholograph is likely to infringe the photeg-
rapher’s right to control reproduction of the pholo-
graph as well as the righl lo authorize derivative
y works based upon il. At the outset, the inilial scan-
ning of pholographs is likely o constilute a copy-
¢ right infringement in itsell. Only q limiled number

W, of cladms involving digital scanning of pholographs
have been publicly asserted lo dale—the FPG v, Newsday case
among the mos! nolable—and niene has been judicially resolved
{See PDN, "Newsday, FPG Seille Copyright Inlringement Suil,” Jan-
uary 1995).

Howaever, it has been generally recognized thal the initial input
of malerial into a compuler conslitules copying.? In one case, by
Hlustration, o defendant publisher of databases lor the legal pro-
fession used « computer scanner and oplical character recognition
soflware o scan Wesl Publishing Company’s copyrighted advance
sheels of the Southern Reporter. The scanning process copied entire
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West case reports, including West's copy-
rightable headnoies and synopses. While the
prolectable elements of the West publications
were deleled belore the cases were placed
on delendant's daiabases, the temporary
storage of the full case reports was found to
be an intermediale copying thet infringed
West's copyrighis?

In Curtis v. General Dynamics Corp., plain-
iiff's phelograph, “Wheelchair on a Porch in
Athens, Chio,” was copied on a Photostat
machine, cropped, enlarged end placed info
o “comprehensive” to be used as a model
during the develcpment of advertising based
on the wheelchair imaqge. A subsequent pho-
tographer used the comprehensive as a
model {or a new photograph and that sec-
ond pholographer’s work was then used in
the adveriisement. The court first found that

I. Where an infringement involves o numbered, Emited set of phelographs, a defendant
may alss vialale the so-called moral rights of the pholographer—ihe rghis of attribution

and infegrity set forth in 17 U.S.C. 108A.

2. See Micro-Spare. Inc. v. Amtype Corp., 532 F, Supp. 33, 35 (D. Mass. 1984) (placement
of a work inle a computer is the preparation of @ copy, citing Final Report of the Nationad

the making of a copy of the photograph on
the Pholostat machine was o copyright
infringement in iiself. It then found that the
creation and use of the comprehensive were
o second infringement.  Finally the court
fcund that the use of the second photogra-
pher's work in the advertisement was ciso an
infringement of the original photograph. (18
U.S.P.Q.24 1608 [W.D. Wash. 19901, See PDN,
“Swipe No More,” January 1990.)

Suppose, unlike in the Curtis case, some-

one scans a protected photograph but cre-

ates o final product that is not subsianiiclly
similar io the oniginal work. Is an intermedi-

" ate copy still infringing if used to make a fincl

product that is substantiolly different from the
criginal work? Although scanning of phe-
tographs in this context seems to be an unex-
plored question, again, case law presenis

close analogies.

In Walker v. Universily Books, the narrow
question ‘before the Ninth Circuit was
whether plaintiff's copyrighted work—a set of
72 "1 Ching” er fortune-telling cards<couid be
infringed by defendant's blueprints for cards
defendant had not yet produced. The court
below had decided that plans, preparations,
or blueprints of a final product were not tan-
gible reproductions of a work that could give
liability for damages. The Ninth Circuit dis-
agreed {602 F.2d 858 [8th Cir. 1978)). It held
that' an’ intermedicie copy of a protected
work could iiself be infringing. If there was
infringement, the plaintiff could recover
statutory damages (and possibly atiorney's
fees) despite the fact that the defendants had
reclized no econemic gain frém the inter-
medicie copy.

Comrmission on New Technological Uses of Copyrighted Works ("CONTU Re-port”) al
31). See also 2 Nimmer on Copyright 1 8,08 (1295) (inputing a compuler progrmam inlo a

compuler is the preparation of a copy).

3. West Publishing Co. v. On Point Solutions, !}?C., Civ. A. No. 1:93-CV2071, 1834 WL
778425 (N.D. Ga. Sept. 1, 1834).




In Sega Enterprises v. Accolade, another
Ninlh Circuil decision, the court held that
inlermediate copying ol computer object
code through reverse engineering could
inlringe regardless of whether the end prod-
uct also infringed. While the court lound that
the particular intermediale copying belore it
was d [air use, il reallinned the general hold-
ing ol Walker thal inlermediale copying
could be an infringement in and of itsell. {977
F.2d 1510 [Sth Cir. 1992)).

Toking the reasoning ol these cases
together, lhere appears lo be lillle doubt tha!
the optical scanning of a pholograph alene

may infringe. The photographer
has the right lo decide whether-—
and, il 50, the terms upon which—
use of an originat pholograph is to
be aulhorized. Consequenltly. it
would appear that a photographer
could be potentially entiled 10 some
measure of damages where an original work
has been scanned without cuthorization,
even il lhe infringer’s final product bears lit-
tie resemblance lo lhe original work and
even il the intermediale work had no com-
mercial use,

Familior principles of copyright law should

The basic test for copyright
infringement is access plus
substantial similarity.

govern whether an end use, such as publi-
cation, of a scanned photograph conslitutes
infringement. The basic lesl for copyright
infringement is access plus subslantial simi-
larity. Where the photograph has been
scanned and allered, the issue lo be
answered is whelher the original work is
qualilatively imporlanl in the ailegedly
inlringing work. [ a cenlral or important
image ol the originai work gives rise 1o the
commercial or esthelic appeal ol the
allegedly infringing work, substanlial simi-
larity should be lound.! Thus, absent fair use
or another delense, inlringement should be
found.

Aside from the infringement issues raised
by copying of photographs by scanning and
the making of derivative works through com-
puler manipufation, al leasl one courl has
specifically held that the display of pholo-
graphic images on a compuler screen and
the downloading or uploading of those
images may be an inlringemen! of the pho-
lographer’s or copyright holder’s rights of dis-
play and distribution. There, the defendant
operalor of a subscription compuler bulletin
board displayed copyrighted Playboy pho-
tographs on the bulletin board. Subscribers
to the service bolh translerred the pholo-
graphic images {rom the bullelin board to
their own personal compulers {"download-
ing”) and transferred lhe images from these
perscnal compulers lo olher persons
{"uploading™). (See Playboy Enterprises v.
Frena, 839 F Supp. 1552-57 (M.D. Fla. 1993}

The court {irst ruled that supplying a pred-
uct that contained uncuthorized copies of the
Piayboy pholegraphs was a "disiribution” in
violation of the right to public distribution
guaranleed to copyright holders. In addition,
the court held that the display of the photo-
graphic images on o compuler screen was a
showing of photographic images by means
ol a device or process lo a substantial
enough audience that the display constiluted
a "public display.” Such a public display
was, again, < violalion of a right reserved to
lhe copyright holder.

4, Sea. e.g., Rogers v. Koons, 960 I7.2d 301 (2d Cir.), cert.
denied, 113 5. GL 365 (1992). In this case, delendant’s
sculplure "String of Puppies” was closely modeled alter
plaintilf's pholograph “Puppies.” The Second Circuit
lound the sculpture 1o be an inltinging use and lurther
helel the {air use defenso inapplicable despile delan-
clant’s contention the primary purpose of the work wos
for social commentary. (See PDN,  "String of Puppies’
Reemed Improper Copy.” April 193] and PDNews, “Arl
Rogers Gains Court Viclory,” July 1992.) Sea also Stein-
berg v, Columbia Pictures Indus.. Inc., 663 T, Supp. 706,
713 (S.D.MY. 1987) (posler inlringed arlist's work oven
lhough only & small portion of posler's design could be
conzidered similar),

J——




FAIR USE

ven il the copying and use
of a photograph are other-
wise infringing, lability
might still be aveided under
the "[air use” doctrine. This
doctrine recognizes that
at limes the “competing
inlerest of society in the
untrammeled dissemination of ideas™ may
outweigh the interes! of the copyright holder.
Under Section 107 of the Act, the courls
consider lour factors; i} the purpose and

characler ol the second use (including
whether such use is of a commercial nature
or is for nonprofit educational purposes), 2)
the nature of the copyrighled work, 3) the
amount and substantiality of the portion used
in relation to the copyrighled work as a
whole and 4) the elfect of the use upon the
potential market for or value of the copy-
righted work, It is within the area ol air use
that the user's desire to exploit the new lech-
nologies and the pholographer's inlerest in
the control and marketing of the original
work are likely to be resolved.

The Supreme Court most recently explored

fair use in Campbell v. Aculf-Rose Music,
where the question was whether 2 Live
Crew's parody of Roy Orbison's song, “Oh,
Pretty Woman," was a [air use. From the
point of view of the photographer concermed
about digital scanning, (he most important
pronouncement in Aculf-Rose is that o
"translormalive”  derivative work which
incorporates substantial elements of pre-
exisling works might be a fair use, even if
that use was o concededly commercial one.
A "translormative” work was described as a
work that “adds something new, with a fur-
ther purpose or different character, cltering
the [irst with new expression, medning, or
message.” {114 S. Cl. 1164 [1994)) Such a
work, according to the Court, promoles the
goals of copyrighl, i.e., lo promole science
and the arls.

One commenialor has suggested Lhat
Acufl-Rose has signilicantly shifted the lair
use balancing test 1o lavor those who use sig-
nificant porlions of 1he unlicensed, pre-exist-
ing copyrighled works of others to lorm "new
crealive, commercial 'derivative works,”
particularly creators of digital and multime-
dia works® However, the Courl’s view of

- lransformative use was articulated particu-

larly in the context of parody---a species of
comment and criticism. The Court noted that
works of parody by their very nature must
copy the hear! of the pre-exisling work. It also
pointed out that a parody, unlike other deriv-
ative works, is unlikely lo harm a copyright
haolder’s market in the sense thal the parodic
work is likely lo be a markel substitute for the
copyright holder's original work. Cultside the
crea of parody, moreover, the purpose for
substantial borrowing should be more care-
lully scrulinized. Verbatim copying moy
reveal a lack of ranslormative characler in
the new derivative work. If the underlying
work is being copied merely lo "avoid the
drudgery in working up something fresh,”
the olher foclors, such as the commercial
nature ol derivative work and the derivalive
work's ability @ serve as o markel substitule
for the copyright holder’'s work, “loom
larger.” (114 S. Ct, at 1172}

Fair use is, o be sure, a [acl-inlensive
analysis and it is difficult to predict how spe-
cific claims will be resolved withoul « full fact
paltern. Appropriation of an exisling pholo-
graph for a compuler-generated new work is
nonetheless unlikely to be found to be a fair
use, especiclly il the new work borrows
heavily [rom its source. Pholographs are
commonly licensed and slock agencies are
beginning to make their works available for
culhiorized muitimedia uses’ A use lhal

5. Sony Corp. of Am. v. Universal City Studios Inc., 464
US. 417, 430-31 niZ (1984) (quoting loreward to B. Koplom,
Aet Unhurried View of Copyright, vil-viii (1967,

b. Richard R. Wiebe, "Detiving Markets from Precedent,”
The Recorder, Mar. 21, 1994, ot page 10,

7. Susan Orenstein, "Digilal Mulimedla Madness,”
Legad Times, Sapl. 13, 1993,
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allempls lo circumvenl an available license

- —or looverride an auther's prelerence not to
gran! ¢ license—should be lound to interfere
with the potential marke! ol the original pho-
tograph.® Specific claims are likely o turn on
issues such as the [ollowing:

l. To what extent does the second use
ransform the original pholograph and what
is the purpose of the use? In Rogers v. Koons,
for example, a photograph was iransposed
io an enlirely different medium (sculpture)
purporting to be fine arl replete with social
commenltary; the court found thal the copy-
ing ol the photograph “was done in bad

[aith, primarily lor prolit-making motives and
did not constitute a paredy of the original
work.” {960 F.2d at 310.)

2. To what extent will the origingl photo-
graph be viewed as a highly creative work?
Relerring again to Rogers v. Koons, this sec-
ond factor militated against a linding of {air
use where the original pholograph was a
“crealive [and] imaginative ... published
work of art” by an author who made his liv-
ing as a pholographer. As a general rule, o
creative work is insulated from the fuir use
defense more than a faclugl work. Pho-
tographs should typically be treated as cre-

alive even when they caplure public sighls.
Indeed, pholographers with a good eye who
are in the proper place at the proper lime
have given us scores of indelible images thal
mark the course of recent history?

3. To what extent does the second work
quantifiably and qualitatively utilize the orig-
inal pholograph? Even the use of a small
portion of a pholograph may deleat a {air
use claim where the use conslilutes a whole-
sale or verbatim replication of significant ele-
ments of the photograph.”

4, To what extenl does the second use fit
within the cuslomary markels [or the original
photograph? If the market in which a delen-
danl used an allegedly inlringing work is o
markel the copyright owner could have
eniered, the use would nol be fair because it
denied the copyright owner a licensing fee, a
[actor clearly diminishing the value of the
original work. Al leas! one court has found
that the potential value of a pholograph may
be diminished where the plointiff may have
wanted to release a numbered and limited
edition of the photograph and the defendant
has diluled the value of that limited edition
by an uncauthorized use of the pholograph"

anufacturers ol
digilal scanning
devices risk possible
jawsuits over con-
tribulory inlringe-
menl. In Sony Corp.
ol America v, Uni-
versal City Sludios,

ik

' Inc'e_. owners of copyrights in television pro-

grams and films brought suil agalnst Sony,
the’ manufacturer of the Belomax video
recording machine, asserling thal Sony was
contributorily ligkle for producing the lech-
nology consumers used lo make unautho-
rized copies of copyrighted works. Sony, in
defense, conlended that the potential for
inftingemenl posed by the Belamax was out-

B. See. e.g., American Geophysical Union v. Texaco Inc,
60 F.3d 913, 930-31 (2d Cix. 1995).

9. Fair use particularly pertineal lo o "laciual phelo-
graph has been found under one narrow scenario,
Where an amaleur’s lilm cuptured g momentous and
otherwise Inadequalely recorded, event in hislory, the
public’s interesl In viewing the plciorial record of that
event was found to outweigh the photographer’s copy-
right interests, Time inc. v. Bernard Geis Assocs., 293
F. Supp. 130, 146 {S.D.N.Y, 1968) (lilm of Kennedy assas-
sination).

10. CI. Curlis v. Generol Dynamics Corp., 18 USP.Q.2d
at 1643 (holding that capying of leas than one percent of
delendan!’s enlire work moy be Iniringement and not
[air use (ciling Meeropol v. Nizer, 560 F.2d 1061 (2d
Cir, 1977,

11. Richard Anderson Photograpliy v. Brown, Mo, 850373
R, 1920 U.S, Disl, LEXIS 19846, ot "3 (W.D. Va. Apr. 16, 1930),
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weighed by the benelicial uses of the
machine, mos! nolably "timeshifting—that is,
the copying of programs lor later viewing
when owners of the Belamax were unable
to waleh o program at the time il was sched-
uled [or broadcast.” (464 U.S. 417 [1984)). The
Supreme Court—ullimaiely holding  that
lime-shilling was « [gir use ol copyrighled
works—gave this lest lor coniributory
infringement:

The sdale of copying equipmenl, like the
sale of olher arlicles of commerce, does not
constitute conlribulory infringement if the

-product is widely used for legilimale, unob-
jectionable purposes, Indeed, it need merely
be capable of substanlial -non-indringing
uses. (464 U.S. 442 [1984)).

Legilimate induslrial uses of digital imag-
ing are apparent. Imaging services are reg-
ularly used now by the legal and medical
prolessions for edsy slorage, access and dis-
play of documents, diagrams and other
images. By use ol digilal imaging, ruined
pholographs can be reslored 1o their original
luster with colors agein vibranl and imeages
enhanced. Manulacturers of  scanning
devices could point to these uses in lhe face
of any claims of conlribulory infringement.

While a manulucturer of a digilal scanning
device may escape liability under the rule of
Sony, an operalor of such a device may
incur liability even if thal operator is nol the
end user. Should, for example, a business
scan copyrighted photographs and put them
on compuler dises for customers who then
use images on the disc in an infringing way,
the business could be liable for facililating an
infringemenl.” Moreover, an operctor of a
computer service that makes unauthorized
copies of pholographs available o others
who may download or uploud them 1o or
from their own computers may be liable [or
infringement even if thal operator did not
make the copies itself on the grounds that,
while there was no copying, the display and
distribution was an infringement for which
the operalor was liable”

CONCLUSION

hen pholeg-
raphy itsel{
was lhe new
technology,
the Supreme
Court  found
that lraditiona]
copyright prin-
ciples warranled stalutory protection for
pholographs under the Copyright Clause of
lhe Conslilufion. With new technologies
today making possible uses ol pholographs
lhat were unimagined even a short ime ago,
exisling copyright doclrines should once
again contrel and should comioriably dis-
tinguish belween inliinging and non-infring
ing uses of photographs. o :

Michael S, Oberman is a pariner In New
Yoik’s Kramer, Levin, Naltalis, Nessen &
Frankel, where he praclices intellectual prop-
erly and commercial litigation. Trebor Lloyd,
an associale af Kramer Levin, also praclices
intelleclual properly end commercial litiga- -

tion. Wendy Stryker, a third year law studen!
al New York University who was a summer
associale al Kramer, Levin, assisled in the
preparation of this arlicle. This arlicle origi-
nally appeared in slightly different form in
The National Law journdl.

12. See by analogy RCA Records. a Division of RCA Corp. v. All-Fust Sys. Inc., 594 F.Supp, 335, 339 (S.D.N.Y. 1984), Here
ihe delendant was in the business ol copying casselle lapes for ils cuslomers and copied copyrighled materials. The
court spacifically rejecled the notion thal the rule ol Sony might shield a “middleman” Irom liabilily.

13. Playboy Enterprises Inc. v. Frena, 839 F.Supp. al 1556 and in text supra at 6-7. See also Religious Technology
Center v, Nelcom On-line Communication Services, Ine., 1995 WL 707167° 6.7 {(N.D. Cal. Nov. 1, 1995} {acknowledging
that even absent direct iiqbi]ily for infringerment of copyrighl, a copyrighl bulletin board operator may be liable for con-

tribulory inlringement of may be vicariously liaklal,
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The notice requirements of the 1909 Copyrighr Act govern
copies or phonorecords of 2 work publicly distribured before January
1, 1978. Noncompliance with the 1909 Act's notice requirements
placed the work in the public domain and the work will remain in
the public domain after January 1, 1978, even though rthe notice

would not have been defecrive under the 1976 Act's less stringenc
requirements and even though the omission would have been ex-
cused under the 1976 Act’s more liberal provisions excusing omise

: sions of copyright notice, 2

\ Although the question whether omission of copyright notice

‘ from publicly distributed copies or phonorecords forfeited copyright
in a work will depend on the notice requirements in force at che
time that the copies or phonorecords were distributed, courts have,
since passage of the 1976 Copyright Act, viewed omitted and defec-
tive notices under the 1909 Act chrough the prism of the 1976 Act’s
more liberal provisions. As one court observed, “where principles
compelled under the Copyright Act of 1976 are nor preciuded by o
decisions rendered under che 1909 Act, those priaciples should be
umplemented o the extent possible.”4 The Berne Implementation
Amendments, which completely eliminated norice as a condition to
copyright, can similatly be expecred co relax judicial treacment of
omitred or defective copyrighr notices on copies or phonorecords
publicly distributed before the Amendments’ effecrive date.

Section 108 of the Transitional and Supplementary Provisions
of the 1976 Copyright Act provides as a general rule that the norice |
requirements prescribed by sections 401 to 403 of the 1976 Act
“apply to all copies or phonorecords publicly distributed on or aftes ]
Jenuary 1, 1978.," Section 108 also contains an important pracrical
concession to works that were first published under che 1909 Ace
with a copyright notice that complied wich the 1909 Act’s notice
requirements and that continued to be published with che same
notice after January 1, 1978. Section 108 provides thac if a work
was first published before January 1, 1978, the copyrighr notice
that was affixed to copies of the work publicly distributed on or after
January 1, 1978, will be adequate under the 1976 Act so long as the

- hotice complies with either the notice requiremencs of the 1909 Act

¢r the notice requiremnents of the 1976 Act.
| According to the House Reporr on the 1976 Copyrighr Act,
the copyright notice required by the 1909 Act served four principal
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funccions: “(1) Ir has the effect of placing in the public domain a
substantial body of published rnaterial that no one is interested in
copyrighting; (2) It informs the public as to whether a particular
work is copyrighted; (3) It idenrifies che copyright owner; and (4) It
shows the dare of publicarion,”? These functions have guided coutts
in close cases under borh the 1909 and 1976 Acrs, As a general rule,
and parricularly from the mid-twentiecth century on, courts have
held that small technical errors or omissions in copyright notice will
not forfeit copyright if the copyright owner made a subsranrial effort
to comply with the notice requirements, if the error or omission did
not prejudice the alleged infringer, and if enforcing the copyright
would not substantially disserve the putposes of copyright norice
generally, ¢ |




NEW YORK TIMES ARTICLE ON TASINI CASE REVERSAL.... 9/28/99
(Note - The NY Times was involved in the case and lost)

By FELICITY BARRINGER

[N] EW YORK -- In a copyright decision that establishes the new rules of the
‘electronic road, a federal appeals court in New York has ruled that three major
publishers cantiot include the work of freelance contributors in electronic databases
without the freelancers' permission,

The unanimous ruling by the three-judge panel in the 2nd U.S. Circuit Court of
Appeals overturned a lower court ruling that had agreed with the arguments of New
York Times Co., Newsday Inc. and Time Inc. Magazine Co, and their co-plaintiffs,
University Microfilms International and Mead Data Central Corp., the former owner of
the Lexis-Nexis databases.

The publishers had argued that the electronic databases like Nexis were analogous to
anthologies or other "collective works" that can he revised without the permission of
the individual copyright holders. But the appeals panel held that "the privilege afforded
authors of collective works" under existing law "does not permit the publishers to
license individually copyright works for inclusion in the electronic databases."

The ruling, issued Friday afterncon and concerning a lawsuit by several freelancers,
comes as online publishing is exploding and as many publications are expanding and
leaning on freelance contributors to supplement the work of their regular staff. It could
force the companies to offer retroactive electronic-rights payments for everything from
oEinion pieces submitted for op-ed pages to full-length magazine pieces, and for
photographs and graphics. Alternatively, it could force the publishers to go into their
databases and pull out any freelance work covered by the tuling.

Recent work, however, is less likely to be subjeet to the ruling, since 4 number of media
companies, including New York Times Co., Newsday and Tiune Inc., have for several
years required freelance writers to sign contracts that allow electronic republication of
the work without additional compensation. Other companies -~ it is uncléar how many -
- have not, relying on contracts that make no menton of electronic rights or handshake
agreements,

The impact of the decision on media companies could be "devastating,” said E. Leonard
Rubin, a former general counsel at Playhoy Enterprises who now heads the intellectual
property section at the Chicago law firm of Gordon & Glickson.

‘Publications that have hastened to take advantage of the electronic age, and have an
incredibly vast inventory of interesting articles and works of fiction, and wanted to post
them on their Web sites and in databases for the sake of researchers, are now going to
have to go back to their databases and make adjustments,"

"That's going to be incredibly expensive and time-consuming," Rubin said.

Chief Judge Ralph Winter, writing for the three-judge panel that made the ruling, held




that "there is no feature peculiar to the databases at issue in this appeal that would cause
us to view them as ‘revisions,' Nexis is a database comprising thousands or nulhons of
individually retrievable articles taken from hundreds or thousands of permdl.cals}'. It can -
hardly be deemed a 'revision’ of each edition of every periodical that it contains.

While the case refers specifically to publication of material on electronic databases,
lawyers involved in the case said it would almost certainly apply to publication of
material on Web sites as well.

"This is an issue of technology outpacing the law of contracts,” said Elizabeth
McNamara, who specializes in copyright law. "Arguably, each individual freelancer
will be able to go to the publisher and say you've got to compensate me.,"

Opinions on copyright law from the 2nd Circuit, copyright experts say, are g'ﬂ;’@_n
widespread deference around the country since so many copyright cases are litigated
here in the unofficial capital of the media industry, Lawyers for the three publishers
said Monday that they were stadying the decision and had not yet decided whether to
appeal.

George Freeman, an assistant general counsel for New York Times Co., said Mt_:mday,
"Certainly in the case of The New York Times, our complete record is a historical
archive, If one takes this decision at its word it would seem to require, absent an _
agreegwnt with the freelancers, that we delete articles that were part of that historical
record.”

He added, "This opinion's effect appears to be tampering with the historic re¢ord. That
is very problematie.”

Jonathan Tasini, the president of the National Writers' Union and the lead plaintff in
the case, was jubilant Monday at the panel's decision to overturn the U.S. District
Court ruling by Judge Sonia Sotomayar. "Evety single data provider now is at risk. We
could go into court tomortow if we wanted and ask to shut down every database."

In letters the writers' union sent to 22 publishers Monday, Tasini argued that the ruling
"potentially puts Kour company at great financial and legal risk." But, the letrer added,
“we want to emphasize that neither the NWU nor the freelance writing commuiity is

seeking to undermine the distribution of magazine and newspaper articles via online
nerworks."

Instead, the letter urged widespread adoption of a licensing system that would allow
publishers to obtin electronic rights to works through the Publication Rights
Clearinghouse, a group that already handles licensing issues for some writers. The
result, Tasini said, would be a system analogous to that operating in the music industry,
in which organizations like BMI and ASCAP license the use of music by anything from
dance studios to high school musical productions.

Officials of the American Society of Magazine Editors said Monday that they had not
had time to review the decision and could not comment on it until they did, And
lawyers for the publishers pointed out that the appeals court sent the case back to the
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District Court with orders to craft a final order. "Of course as you kno:v we don't have
an order yet, so we don't know the precise contours of our obligations,” said Robin
Bierstedt, the deputy general counsel at Time Inc.

Patricia Felch, the lawyer for Tasini and the other writers, disagreed, saying "the

opinion is the opinion," and the order could not modify it, only follow ir.

In theory, the lawyers involved in the case said, the decision will give freelancers the
ability to negotiate richer contracts, As Rubin pointed out, since the Web knows no
geography, electronic rights are tantamount to worldwide rights. "Worldwide rights
always cost more than domestic rights," he added.

But in practice, as Rubin and other experts noted, publishers usually can set their own
t . ] . i 1 ] H
terrus. "If, in fact, many writers like to think of themselves as starving, they'll capitulate

to the new termas. Important writers won't.” Nonetheless, he believes that publishers

may well find themselves readjusting their contract scales upward as a result of the
decision,

Most publishers started selling their archives to databases like Lexis-Nexis or Dow
Jones Interactive in the early 1980s. Lexis and Nexis were owned by Mead Data Central
when the lawsuit was filed in 1993, but in 1995 were sold to Reed Elsevier PLC, 4
British-Dutch conglomerate, which paid $1.5 billion for the electronic legal and news
retrieval business. .

Tasini said in 4 telephone interview Monday, "Way back when this first started they
should have been smart and come to writers and asked permission. Now it's going to
cost them more, because they were atrogant and walked all over us and didn't bother to
ask permission.”

But several lawyers for the publishers said that the statute of limitations on copyright

violation lasts only three years; if the copyright vielations were said to have occurred

only when the material was first put into a database, in many cases writers would have
lost their chance to file a complaint, '

- Copyright 1999 The New York Times Company
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LEGISLATIVE WATCH

STIFFER PENALTIES FOR COPYRIGHT
INFRINGEMENT
WASHINGTON, D.C.—Photographers who register their
works in a timely manner will soon be eligible for much
higher statutory damage awards if their copyrights are
infringed, now that Congress has passed new legislation
increasing the penalties by 50 percent. President Clinton
is expected to sign the legislation into law by the end of
the year. ,
. The Digital Theft Deterrence and Copyright Damages
Improvement Act of 1999 increases the statutory penal-
ties for non-wiliful copyright infringement from a mini-
mum of $500 to $750 per infringement and increases
the maximum penalties from $20,000 to $30,000 for
each instance.

The proposed law also stiffens penalties for willful
infringements and repeat offenders. The maximum allow-
able damages for willful infringements would be
= increased from $100,000.t0 $150,000 under this faw. In
cases of a repeated pattern of infringement, statutory
damages could be raised to as much as $250,000 per
infringed work.

A legislative aid to California Congressman Joseph Rogan,
sponsor of the House bill, told PDN that the legislation was
not controversial and would in all likelihood be signed into
law,

“This law would put more teeth into the enforcement of
copyright laws, which is a good thing,"” says intellectual prop-
erty attorney Joel Hecker of New York. While noting that the
awarding of statutory damages in a successful infringement
suit is up to the judge or jury, Hecker adds that “these
increases give the court additional weapons for the cases in

which the damage awards' deserve to be high!

There is a catch, however: statutory damages are
available only if copyright for an infringed work is registered
prior to the infriingement or within three months of first pub-
lication, experts warn. Photographers who don't register their
images within those time limits are entitled to actual dam-
ages only—which can be difficult and costly to prove—if they
file an infringement claim.

New York attorney Andrew Berger notes that photogra-
phers often don't bother to register their images in a
timely manner, because they think registration requires a
separate registration form—and fee—for each image.
While that 'is true for published images, unpublished
images may be registered as coliections for a single fee,
he says. :

For details about registration, visit the U.S. Copyright
Office Web page at <http://laweb.loc.gov/copyright/>. The
“PDN Guide to Registration,” including downloadable copy-
right registration forms, is available at <www.pdn-
pix.comy/ copyright>.

—Eric Rudolph
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NEW YORK TIMES ARTICLE ON TASINI CASE REVERSAL..., 9/28/99
(Note - The NY Times was involved in the case and lost)

By FELICITY BARRINGER

[N] EW YORK -- In a copyright decision that establishes the new rules of the
electronic road, a federal appeals court in New York has ruled that three major
publishers cannot include the work of freelance contributors in electronic databases
without the freelancers' permission.

The unanimous ruling hy the three-judge panel in the 2nd U.S. Circuit Court of
Appeals overturned a lower court ruling that had agreed with the arguments of New
York Times Co., Newsday Inc. and Time Inc. Magazine Co. and their co-plaintiffs,
University Microfilms International and Mead Data Central Corp., the former owner of
the Lexis-Nexis databases.

The publishers had argued that the electronic databases like Nexis were analogous to
anthologies or other "collective works" that can he revised without the permission of
the individual copyright holders. But the appeals panel held that "the privilege afforded
authors of collective works" under existing law "does not permit the uglishers to
license individually copyright works for inclusion in the electronic tfatabases." |
The ruling, issued Friday afternoon and concerning a lawsuit by several freelancers,
comes as online-publishing is exploding and as many publications are expanding and
leaning on freelance contributors to supplement the work of their regular staff. It could
force the companies to offer retroactive electronic-rights payments for everything from
uﬁinion pieces submitted for op-ed pages to full-length magazine pieces, and for
photographs and graphics. Alternatively, it could force the publishers to go into their
databases and pulF out any freelance work covered by the ruling,

Recent work, however, is less likely to be subject to the ruling, since a number of media
companies, including New York Times Co., Newsday and Time Inc., have for several
years required freelance writers to sign contracts that allow electronic republication of
the work without additional compensation, Other companies -- it is unclear haw many -
~ have not, relying on contracts t}?at make no mention of electronic rights or handshake
agreements,

The irpact of the decision on media companies could be "devastating," said E. Leonard
Rubin, a former general counsel at Playboy Enterprises who now heads the intellectual
property section at the Chicago law firm of Gordon & Glicksor.

Publications that have hastened to take advantage of the electronic age, and have an
incredibly vist inventory of interesting atticles and works of fiction, and wanted to post
them on their Web sites and in databases for the sake of researchers, are now going to
have to go back to their datahases and make adjustiments,"

"That's going to be incredibly expensive and time-consuming,” Rubin said.

Chief Judge Ralph Winter, writing for the three-judge panel that made the ruling, held




that "there is no feature peculiar to the databases at issue in this appeal that would cause
us to view them as ‘revisions.' Nexis is a database comprising thousands or millions of

individually retrievable articles taken from hundreds or thousands of periodicals, It can -
hardly be deemed a 'revision’ of each edition of every periodical that it contains.

While the case refers specifically to publication of material on electronic databases,
lawyers involved in the case said it would almost certainly apply to publication of
material on Web sites as well.

“This is an issue of technology outpacing the law of contracts,” said Elizabeth
MecNamara, who specializes in copyright law. "Arguably, each individual freelancer
will be able to go to the publisher and say you've got to compensate me."

Opinions on copyright law from the 2nd Circuit, copyright experts say, are given
widespread deference around the country since so many copyright cases are litigated
here in the unofficial capital of the media industry. Lawyers for the three publishers
said Monday that they were studying the decision and had not yet decided whether to
appeal. ' |

George Freeman, an assistant general counsel for New York Times Co., said Monday,
"Certainly in the case of The New York Times, our complete record is a historical
archive. If one takes this decision at its word it would seem to require, absent an
agreement with the freelancers, that we delete articles that were part of that historical
record.”

He added, "This opinion's effect appears to be tampering with the historic record. That
is very problematic."

Jonathan Tasini, the president of the National Writers' Union and the lead plainaff in
the case, was fubilant Monday at the panel's decision to overturn the U.S. District
Coust ruling by Judge Sonia Sotomayor, "Every single data provider now is ar risk. We
could go into court tomorrow if we wanted and ask to shut down every database.”

In letters the writers' union sent to 22 publishers Monday, Tasini argued that the ruling

"potentially puts Kour company at great financial and legal risk." But, the letter added,

"we want to emphasize that neither the NWU nor the freelance writin cominunity is

seeking k;c:' undermine the distribution of magazine and newspaper articles via online
networks,

Instead, the letter urged widespread adoption of a licensing system that would allow
publishers to obrain electronic rights to works through the Publication Rights
Clearin_%house, 4 group that already handles licensing issues for some writers. The
result, Tasini said, would be a system analogous to that operating in the music industry,
in which organizations like BMI and ASCAP license the use of music hy anything from
dance studios to high school musical productions.

Officials of the American Society of Magazine Editors said Monday that they had not
had time to review the decision and could not comment on it until they did. And
lawyers for the publishers pointed out that the appeals court sent the case back to the




District Court with orders to craft a final order. "Of course as you know we don't have
an order yet, so we don't know the precise contours of our obligations,” said Robin
Bierstedr, the deputy general counsel at Time Inc.

Patricia Felch, the lawyer for Tasini and the other writers, disagreed, saying "the
opinion is the opinion,” and the order could not modify it, only follow it.

In theory, the lawyers involved in the case said, the decision will give freelancers the
ability to negotiate richer contracts, As Rubin pointed out, since the Web knows no
geography, electronic rights are tantamount to worldwide rights. "Worldwide rights
always cost more than domestic rights,” he added.

But in practice, as Rubin and other experts noted, publishets usvally can set their own

terms. "If, in fact, many writers like to think of themselves as starving, they'll capitulate

to the new terms. Imporrant writers won't." Nonetheless, he believes that publishers

ﬁna)f well find themselves readjusting their contract scales upward as a result of the
ecision,

Most publishers started selling their archives to databases like Lexis-Nexis or Dow
Jones Interactive in the early 1980s. Lexis and Nexis were owned by Mead Data Central
when the lawsuit was filed in 1993, but in 1995 were sold to Reed Elsevier PLC, a
British-Dutch conglomerate, which paid §1.5 billion for the electronic legal and news
retrieval business. S

Tasini said in a telephone interview Monday, "Way back when this first started they
should have been smart and come to writers and asked permission. Now it's going to
cost them more, because they were arrogant and walked all over us and didn't bother 1o
ask permission.”

But several lawyers for the publishers said that the statute of limitations on copyright

violation lasts only three years; if the copyright violations were said to have occurred

only when the material was first put into a database, in many cases writers would have
lost their chance to file a complaint.

- Copyright 1999 The New York Times Company
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Stone. "I have to go to an agency that has a big
file behind it, and The Stock Market has that . .
. I've always loved The Stock Market because
they're photographer-oriented.”

PUBLISHING NEWS

PACA Protests Geographic CDs
NORTHFIELD, Minnesota—The Picture Agency
Council of America (PACA) has protested the
National Geographic Society’s plan to re-issue
on CD-ROM the contents of the first 108 years
of the magazine without paying additional
license fees to photographers.

PACA sent a letter to the Society on August
21 saying that it “most strongly object[s] to the
Society's position. . . . National Geographic will
be selling this product as a separate and
distinct collection of the magazines [and] it will
be marketed and distributed as a collection of
works distinct from any other. Therefore, we
believe that the production of this CD-ROM is
an additional editorial use of the imagery.”

The Geographic has taken the position that
the CDs amount to a reprinting of the
magazine, not a new use. Comments Mary
Jeanne Jacobsen, director of public affairs for
National Geographic, “[Our] interpretation of
assignment contracts with freelance
photographers is reasonable, ethical, and has
been validated by the federal court's Tasini
decision.” That decision, handed down in
August, held that publishers have limited rights
to re-issue their publications in electronic form
without further compensation to contributors.

Gamma Liaison Settles With

Benson, Life

NEW YORK—Gamma Liaison has paid a
$30,000 settlement to Life magazine and Harry
Benson for distributing an exclusive photograph
of Elizabeth Taylor without permission, according
to Benson. Liaison president Michel Bernard
says his agency’s actions were unintentional.
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Court Upholds $1 Million Infringement Award

Even if it's delayed, justice is
stili sweet. That's what Mark
Payden, a former custom screen
printet/embroidersr, learned after
nearly a decade of pursuing a
copyright infringement case.

Payden, the former owner of
Rhode island-based Two's Com-
pany, embarked on a legal odyssey
in the spring of 1990 when, follow-
ing an inveatigatioﬁ and subse-
quent raid. of several stores in Key
West, Fia., he discovered his copy-
righted saliboat transfer design
was being counterfeiied. This past
September, after Payden initially
setiled with the defendants, then
went after one of them for con-
tempt of court, the 1ith Circuit
Court of Appeals upheld a distriet
court's 1997 decision awarding
Payden $936,000 for damages,
plus attormays’ fees,

The defendant, L&L Wings, filed
for @ rehearing in the 11th Cireuit
in October, but if denied the next
step would be the U.S. Suprema
Court—and, since this is not a

genstitutional matter, that is high-
ly untikely. in the meantime, the
judgment accumulates roughly
$5,200 in interest monthly.

“They never took me seriously,”
Payden says of his oourtroom
adversaries. "They thought | was
going to go away, but | didntt,”

Payden, who sold his business
a couple of vears ago, says he
regre_ts agreeing to an out-of-court
settlement in the original case,
bt felt pressured by all sides to
do s0. “Back in '20, the couris

20 DECEMSBSER 2998

really didn't want to deal with &
copyright infringement case. At
one point, the judge stated in
court that this case was the bane
of his existence.”

When he discovered in April

1005 that Wings was still selling
the design, Payden filed suit alleg-
ing contempt
resolved to pursue it 10 the end.
In October of that year, a federal

of court and

Mark Paydon says the sailboat design was “a les-

&on In creativity” He asked his artlst to practice
hls brush strokes, then asked him fo design a-
sallboat using his seven hest strokes, “Thia Is
what we cams up with,” Payden says.

judge ruled in Payden's favar, but
the hearing on sanctions didn't
ocour until more than a vear later,
following an upsuccessful appesl
by Wings.

Still, the legal atmosphere in
the mid-1990s was more recep-
tive to this kind of litigation,
Payden found. “There are more of
these casas in our industry and

other industries now, angd the

coutts are more Tamillar with
them., The courts are reaiizing
that, when pregucts are counter-
feited, it costs jobs.”

Payden, how working in sales

for Cyrk, Gloucester, Mass., was

adamant about pursuing justice
in this case because the sallboat
design was—and still is—so suc-
cesaful. "When | sold the busi-
ness, we had more than &00
designs in our repertolre. Very.
seldom do you get one that's so
hot. There was a time when | was
selling 100,000 transfers a year
in Key West aione.” '
The design itself is simple, he
says. “IUs a brush-stroke design,
seven lines representing a sail
boat. The staying powe:; of this
design is unbelievable. Most
designs last one or two tourist
seasons and that's it.” But the
sailboat design remains popular
after 1.3 years on the market.
Fayden says the decision. may:
give hootleggers reason to think
twice about copyright ' infringe-
ment. He alsc hopes
encourage

it wili
decorators
whose work is being counterfeit-
ed, “Ws wanied 10 rmake the
statement, ‘You may be next
because we'll go after youy, ™
Payden says. “If It's a big enough

amall

infringement, it's worth going
after. Maybe Gounterfeiters will be

a little miore cautious, with the

posseibiiity .0f a huge damage
awarg. A $1 million judgment
couid put some companies out of
business."

1992 1811241 F2
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(Jerry, this is justin from Reuters about the Tasini reversal. If you or Norman wants to
talk with me this afternoon duringyour session, call me at 301-983-1990.)

Freelancers win reproduction rights from publishers
By Gail Appleson, Law Correspondent

'NEW YORK (Reuters) - Publishers may have to pay freelance writers, photographers
and artists an extra fee for work reproduced in electronic databases or face the daunting
task of deleting the material, under a new U.S, federal appeals courtruling

The U.S. Second Circuit Court of Appeals held that publishers must get freelancers’
permission before placingtheir work in databases. The decision is a blow to avariety of
publishers who believed that the reproductions were actually "revisions” that were not
protected by federal copyright laws.

The timingof the ruling which was dated Friday, is particularly tough on publishers
since it comes as an increasingamount of information is being placed on the Internet.

Under the decision, publishers could be forced to pay freelance authors retroactively
for reproduced work or be forced toremove the material from their databases.

Although the rulingby the appeals courtis only bindingin the federal circuit made up
of New York, Connecticutand Vermont, it has a broad impact because many book,
magazine and other types of publishers are based or have operations in New York. For
example, defendants in the suitinclude the New York Times Co Times Mirror Co's
Newsday, and Time Warner's Time Inc. Other defendants are Mead Data Central
Corp., which had owned the Lexis-Nexis data bases, and University Microfilms Inc.
Defense lawyers have notyet decided whether to appeal.

RULING EXPECTED TO INFLUENCE OTHER COURTS

‘The rulingis alsoimportant because the Second Circuitis highly respected in the area
of intellectnal property and its findings are expected toinfluence other federal courts.

“I don't think the U.S. Supreme Courtwill take an appeal. I think the New York law
will be the law," said Martin Garbus, a prominent First Amendment lawyer and author,

“It's a wonderful ruling I thinkit's just and fair," he said.

I think the decision is correct," said Thomas Smart, an intellectual property specialist
at one of Manhattan's top law firms, Kaye, Scholer, Fierman, Hays & Handler,

The appeals ruling stems from a 1993 lawsuit brought by the National Writers Union
and a group of freelancers who alleged that the publishers had infringed on their
copyrights by reproducing work online without permission.

The defendants argued that such work constituted revised versions of originals and did
not have copyright protection. A trial judge ruled for the publishers in 1997.

However, the Second Circuit disagreed.
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“There is no feature peculiar to the databases atissue in this appeal that would cause us

to view them as 'revisions,’” wrote Chief Judge Ralph Winter in the appeals court’s
oplnion. _ :

ECONOMIC IMPACT OF RULING REMAINS UNCLEAR

The extent of the economic impact on publishers is far from clear. Some publishers
have contracts with freelancers specifyingthat no extra fees will be paid for
reproduction of works in databases, while other publishers have no such protectdon.

For example, George Freeman, in-house counsel for the New York Times, said he did
not think the rulingwould have much financial effect on the paper because it has been
requiring freelancers to sign such contracts over the last four or five years.

However, Jonathan Tasini, president of the National Writers Union, said his group,
which represents some 5400 freelance writers, as well as numerous other types of
freelancers, is poised to hit publishers with thousands of claims.

“We're in the driver's seat now, but we are open to listening,' he said.

In fact, Tasini sent a letter to major publishers Monday proposingalicensingsystem that
would end the litigation, “Uldmately, they (publishers) will negotiate with the writers
and it won't mean that much economically to the publishers because writers don't have

that much leverage,” Garbus said. It will mean some extra money for writers but not
that much.”

Smart agreed: “If you're a writer and you want the contract, they 've got the power."
Reuters/Variety
21:06 09-28-99

Copyright 1999 Reuters Limited.
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How Freclancers Should Negotiate in the Wake of the Ruling

Q. How does the ruling affect my negotiations with an editor? ‘

A. Publishers will confinue to pressure writess to s away electronic rights for no additional
compensation. We must continye the fight against all-rights and work-for-hire contracts, We
demonstrate our collective strength by indiw‘c?ually refusing to give away these rights.

The NWU recommends the following negotiating strategy:

1. Continue trying to negotiate contracts that give publishers nothing more than First North

American Print Righrs, or that provide for additional compensation for other uses, Continue
using the NWU's Standard Journalism Contract. -

2, If you can't retain the electronic rights and you can't %ét the editor to provide extra

compensation explicitly tied to datahsse use, argue for a higher print fee since the artele is now
worth more to the pubfisher,

3. Be especially careful 1o license different types of electronic rights separately, Lexis-Nexis
rights are separate and distinct from Dialog rights; the right to include the article on the
publisher's own website i separate and distinct from the right to include it on third party web
sites, License only non-exclusive rights and try to fimic the license to one year.

4. Please let the NWU know how your negotiations with editors change in the wake of the

lawsuit ruling, Send copies of contracts and short summaries of your negotiating experiences to
the Nadonal Office East by fax [212- 254-0673] or by ¢-mail .

....... T s Back to the Lawsuit Home
Page Publication R(ifhts Clearinghouse Back to the NWTJ Home Page Copyright © 1999 by
National Writers Uhnion, Last Modified: September 26, 1999, (Labor donated)
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Smlurdey, June 26, 1988 ' Fwd: Geographle Gully of Copyright Eage: 1
[ntringnmant .

Subject: Fwd: Geographic Guilty of Copyright Infringement

Date: Mon, 21 Jun 19 9 10 23 43 0600
From; "Hgm 'd )
To: STQCK]

Newsgroups: bit

Forwarded with permission of Jim Picksrell, My thanks to Jim -- on behalf
of all subscribers -- for allowing me to forward this, which originally
appeared in his Selling Stock newzletter.

Howard

>The following ig a story I posted last week on my Selling Stock 3199,
=Jerry Greenkberg want to ba sure that you gaw lt, The case number 18
»97-3924 -CIV-Lenard/Turnoff if you would like more information and the
»decislon was flled on June &th.

>

>Jim Pickerell
s

>GEOGRAPHIC QUILYY OF COPYRIGHT INFRINGEMENT

>

*fudge Joan A. Lenard has found that National Geographic Society Infringed
»the copyright of underwater publishers Jerry and Idar Greenberg when they
>used the Greenkerg's copyrighted images as reference matarials for two
>projects without permiggsion or compensation. The cage was heard in Federal
»Court in the Southern Digtrict of Florida in Miami.

- .

>The case has been referred to Magistrate Judge Willlam €, Turnoff for the
spurposes of holding a settlement conference to determine the amount
»*Natlonal Geographic will ke reguired to pay to the Greenbergs.

S

»Phis Is the first time Natlonal Geographic has been found guilty of
»copyright Infringement of a photographer's work. The cese may open the
»door for legal actlon by other photographers against the Soclety.

=

*In a review 0f the facts of the case 1t was shown that Walter Cutler, the
swork-for-hire 11lustrator hired by the Soclety to produce illustrations for
»an educatioral GeoPack project, improperly ugsed books produced by the
s>greenberys ag reference for his 1llustrations.

-2

>&n his working drawings cutler noted the page references referring to the
»photographs Re had copled so the Soclety editors could verify that the
*illugtrations were accurate, This clearly laid the regponglbllity on the
»Seciety editors bacause bhey were Fully awars of what had been done and
>were responsible to obtaln proper permigsions and deal with compensation
»>lasues,

>

3

~lutler’s 1llustratlions alse met the test of "substantial similaritv®
*according to Judge Lenard, The CGreenbergs had produced overlays from their
*hooks that clearly showed the 1llustrations were almost exact matches of
*the Greenbery's photos.

>

>In challenging the Breenbergs'! moktlon for Summary Judgement on Liability,
*lawyers for Natlonal Geographic Society argued that the newly created
>illustration Jdid not violate the Greenbergs’' copyright, and "that even if

>these Images reflect copyrighted material, thls uge congtltutes "Fair user.
=

*>Jdudge Lenard found that the illustrations "improperly Infringed the

mallbox./Powar¥20HD/
System%20Folder/Prafarsncas/
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»photographs at issua, and that the doctrine of falr uge id not appl;cable
>to these Ffacts, v
-

>The court took into cvonsideration the four nenexclusive factors to be
>consldared when datermining whekher the fair use doctrine applies and
>concluded, "that neither the GeoPack product nor the Jason Project poster
squalify ag falr use,?

>

»The four factors ara;

>1 - the purpose and character of the use, including whether guch u8e is of
*>a commercial nature or 1g for nonprofit educational purposes;

»>2 - the nature of the copyrighted work:

>3 - the amount and substantiality of the portlon used in relation to the
>copyrighted work as & whole; and

*4 - the effect of the use upon the potential market for or value of the
reopyrighied work.

> .

»The courts detailed presentation of the facts related to each of thegse
»points should be useful to others faced with a "fair usge" claim by any
»organigation, and particularly National Gepgraphic.

I

>Counts three and four in the Greenberg's case are not a part of this
>decision and dealt with the use of the Greenbergs copyrighted images 1n the
>"108 Years of National Geographic on CD-ROM*. Earlier in the proceedings
*lawyers for National Geographic argued that the "Tasini” cecision 1n the
*Bouthern Distriet of New York confirmed their right to make uses in the
»7108 Years" project without compensating photographers in any way. The
>Greenberyg's argued that "Tasini’ should have no bearing on thelr case
*bacause that decision was belny appealed.

>
>0n thig point the judge agreed with National Geographic and issued a
»partial summery Judgment on the two counts. Thug, the arguments relating

*to the uge of the Greenberg's images in the *108 Years! project wera never
*heard. The @reenbergs have the option to eppeal that decigion of the judge.
b

*Qral arguments for the appeal of the "Taginiv decision have been keard in
»the New York Appeals court and all parties are presently waiting for the
>judge’'s ruling in that case. The results of Lhat case could affect the
*Greenberg's ultimate decislon,

>

»>Jim Pickerell

»*Relling Stock

5

*www.plockphoto, com/g850

*dimechd, com

................................................................
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You And The Law { Wl 4L
. ) ' i
CUSTOM AND USAGE RULED NQT A DEFENSE TO COPYRIGHT W MM—-’
INFRINGEMENT . U

L
It is surely not a good sign for a defendant accused of copyright j,gv\
infringement when the E:deral District Court, in ¢valuating 2 defense that M M/LMCM«
"everybody does it" and that use without consent is the prevailing custom '
and usage of the trade, makes a factual finding that the defendant K
"deliberately sailed in harm's way."

That is the predicament Similar Entertainment, Inc. found itself in after
Judge Kaplan in the Southern District Court in New York issued an
injunction on March 9, 1999 against them, and in favor of Cherry River Music
Co. for copyright infringement. ‘

The case involves the creation and distribution of a Compact Disc of
musical themes of popular WWT wrestlers, called Slammin' Wrestling ITits,
without obeining the appropriate copyright permissions.

The impact of the decision is applicable to photography as well.

The defendant apEarent}y believed it had completed the necessary
requirements to obtain a compulsory license which permits use of musical
compositions through payment of a license fee.

However, after the defendant knew, or rcasonably should have known, that
such a license had not been obtained, the defendant still failed to apply for
it. Then, after the copyright owner commenced the copyright infringement
action, the defendant delayed a hearing on the injunction application while
continuing to manufacture and distribute the goods in an obviaus attempt to
circumvent any prohibition on such distribution,

The defendant argued that music companies [read publishers of
photographs!] routinely, as part of a custom and usage in the industry,

ublisﬁ music before obtaining such licenses, The Court ruled otherwise,
Eolding there were no prior dealings hetween the pardes which mighe
establish such a practice, and that the defendant faifed to meet the test of
establishing such a custom which includes "numerous purchases over a
period of dme.”

The Court issued an injunction and ordered a modified recall of the CI's
shipped, at considerable expense to the defendant.

The lesson is clear for users of photographs. Publication of photographs in
magazines or elsewhere without the prior consent of the copyright owner,
which use is then followed by a "proposed” contract or license containing
terms unacceptable to the phot.OgmpEcr, will not, under the guidelines of
this case, be a suceessful defense to copyright infringement!

Actorncy Joel L. Hecker lectures and writes extensively on issues of
concern to the phonography industry. 1lis office is located at Russo &
Burke, 600 Third Ave, New York INY 10016. Phone: 1 212 §57-9600.
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GCONTRAGTS WATGH
GEOGRAPHIC PHOTOGS BALK (AGAIN)
WASHINGTON, D.C—~New contract talks between the National
Geographic Society and its photographers were marred in !
February by festering disagreements over terms—and a New
York Times article that infuriated NGS management.

The NGS and its photographers have disagreed for sev- |

eral years over payments for re-use of assignment images. .

The society has been demanding a widening range of re-use
rights at below-market rates in order to help it recoup the

high costs of producing NGS stories. Even so, the society in-
sists that photographers are better off because the publish-

er is creating new revenue streams for them,

But photographers—particulardy those who do a lot of
their own secondary marketing—say the Geographic is strip-
ping them of tens of thousands of dollars of annual income.
They say the latest contract proposal will cut their incomes
even further, and may force some photographers to quit
shooting for the Geographic.

The NGS recently proposed revamping a much-hated fee
cap for foreign editions, which gives photographers 25 per-
cent of the U.S. page rate (currently $500), up to a maximum
of 100 percent. Under the new terms, photographers would
be compensated for all foreign editions on a three-tiered rate
system. French, German, Spanish and Japanese editions
would pay 20 percent; Italian, Greek and Portuguese editions,
15 percent; and Hebrew and Polish editions, 10 percent,

But photographers say it's still a lousy deal because they .
could make more money selling a story in a single country such
as Germany than the NGS is offering to pay for re-use in all
eight of its foreign editions. And they complain that they're los-
ing more and more money as the list of foreign editions grows.

On February 1 The New York Times published a story about
the dispute based on interviews with unnamed photographers.
National Geographic director of photography Kent Kobersteen

responded by accusing photographers of ins’Eigating a story
“that seriously attempts to injure an ongoing and...construc-
tive dialogue” in a staff memo he released to PDN.

Two days later, photographers offered both an olive
branch and a counter proposal to Geographic management.
"We regard the recent New York Times article as regrettably
inflammatory,” said a letter signed by 51 photographers.
“Certainly our goal is not to inflame management.’

They went on to ask the Society to raise the three-tiered
percentages for foreign editions from 20-15-10 to 25-20-15,
raise the U.S. page rate to $900, and require that foreign edi-
tions exercise their rights within 90 days or lose them.

“We arrived at that [$900 rate] by looking at the amount
that Time-Life Picture Collection, NGS Image Collection and
FotoQuote would charge” for the uses in question, the pho-
tographers explained. :

Photographers also asked the Society to account for alf
other uses of their images in National Geographic products,
and pay 50 percent of market rate for each use. That request
resulted from lump sum payments for such uses that NGS im-
posed two years ago. The payments, made in advance, were
based upon each photographer’s past history of secondary use,

The NGS had not proposed any changes to those terms.
But now that it is marketing its name and products aggres- -
sively, photographers told the Society that “these uses go far
beyond previous promises to base lump sum payments on
past re-use surveys.”

By February 12 the Geographic had not responded to the
photographers’ counterproposal. “We're studying it," said

.spokesperson M. J. Jacobsen.

Kobersteen declined a request for an interview.
Neither side could predict when the issues might be settled.
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Tasini v New York Times Ruling What Does it Mean for Writers? -

' Press Release on Lawsuit Victo

* How Freelancers Should Negotiate in the Wake of the Ruling
* What We Need to Do Collectivel

" Full Text of Ruling, September 24, 1999,

(Posted on Touro Law Center site,)

On September 24, 1999, the Second Circuit Court of Appeals reversed a federal district court
decision against the plaintiffs in Tasini et al, v, New York Times et al. The appeals court ruled
that the reuse of freelance work on databases and CD-ROMs without the authors’ express
permission constitutes copyright infringement,

This is a major victory for all independent cretors. The purpose of this document is to explain

the ruling and to sugjest what writers should do next?both collectively and in our individual
contract negotiations,

WHAT THE DECISION SAYS

Q. In a nutshell, what did the ruling say? _ )

A. The judges ruled that, cven when there is no contract relaring to electronic rights, a print
publisher may not put the writings of freelancers on databases (such as Nexis) and CD-ROMs
that include the entire texrual content of the print publication.

Q. Does this mean that freelancers automatically retain electronic rights to their printed work?
A. Yes, under the Copyright Act of 1976, the writer, in the absence of 3 written contract,
transfers only First North American Serial Rights and retains all other rights: The right to
electronically reproduce freelance articles is not included in the transfer of First North‘
American Serial Rights. The judges also affirmed the lower court's ruling on publishers' efforts
to aequire rights by stamping a statement on the back of checks. Writers do not transfer rights to
an article by simply endorsing such a check,

Q. Why did the district court rule in favor of the publishers?

A, Judge Sotomayor based her conclusion on an interpretation of Section 201(c) of the

Copyright Act 0of 1976, which deals with the copyright in "collective works," She focused on the

language in Seetion 201(c) that gives the holder of the copyright in the collective work the limited
tivilege of reproducing and diswibuting revisions of the compilation, The judge came to the

Eiznrre conclusion that certain kinds n% electronic databases amount o nothing more than a

' N ' v . . "
"revision." As the appeals court pointed out, reading "revision” that broadly causes "the
exception to swallow the rule."

Q. How do my individual electronic rights in an article relate to the publisher's collective
electronic rights fn all of the articles it has published?

A. If you have not expressly transferred o the publisher the right to reproduce your work
electronically, the publisher cannor legally license your articles to databases. The publisher only
has the right to license database rights to articles that were written by employees and articles
written under contracts that t:rans%cr electronic rights.

Q. What about other kinds of electronic rights?

A. This decision reaffirms the NWU's position on. websites. Publishers do not automatically
have the right to put your work on their own website. Web rights are separate from print rights
and must be licensed separately. See the NWU Web-rights Policy.




Q. What does the ruling mean for the NWU's Publication Rights Clearinghouse (PRC)?

A. Tt means that publishers naw have more resson than ever before to negotiate collective
licensing agreements with the PRC. As long as writers stand together gnd refuse to sign
electronic rights over to publishers in their individual contracts, the PRC will be in g stron
position to negotiate addidonal fees for these rights, And that means that writers will be able to
share in the revenue gencrated by the use of their work in new media.

i;--..i.?.._1._)-'._-..._-__.'__-______--_I-___-“__,______-_..,..-.._F___--..--._---..- Back to the Lawsuit Home
age Pu hc;at']on Rights Clearinghouse Back to the NWU Home Page Copyright © 1999 by
National Writers Union, Last Modified: September 26, 1999. (Labor donated)




Emergency!Stock

To: Jerry Greenbers
Company:
At 305667-35872

From: Howard M. Paul
Company: Hmergency!Stock
Voice: (303) 8R9-5678

Date: 2/20/98
Time: 11:34PM
Pages Including Cover: 1

Notes: Hello, Jerry. I am an editorial and stock shooter
in Denver. I have asked the president of the ASPP o file a
friend-of-the-court brief on your behalf in your case. The
ASPP has done this in a recent copyright case, "Tasini v.
the New York Times."

Pleass contact ASPP President Richard Pasley
<rpasley@javanet.com> at his office address, 90 Hamilton
8t, Cambridge, MA 02139 (Phone: 817-864-8386, Fax:

©17-876-9233), if you are interested in such support at this
time,

Best of luck.
Howard

Created using PROCOMM PLUS for Windows 2.

_
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FOR IMMEDIATE RELEASE Contact: Jonathan Thasini: 212-254-0279 September 27, 1999

Freelance Writers Win Lnndmarlc Electronic Rights

Lawsuit; Appeals Court Ruling Opens Doaor for Massive Claims Against Media Industry.

NEW YORK: The National Writers Union (UAW Local 1981) announced today that a
federal appeals court had ruled in favor of freelance writers in a landmark lawsuit that
protects their intellectual property and extends standard principles of copyright law to electronic
publishing. The September 24th ruling in Tasini vs. The New York Times is expected to send
shock waves throughout the media industry, which now faces the dircct financial threat of
widespread copyright infringement actions. '

Jonathan Tasini, the lead plaintiff in the casc and the NWU's president, called upon leaders of
the publishing industry to avoid further costly and disrupdve litigation by entering into
immediate negotiations with the National Writers Union to establish a fair method of
compensation for the electronic sale and re-sale of copytighted works. "This rufing is a major
victory for the 5,400 free-lance writers who are members of our union, and for creative workers
around the world," said Tasinl. "As of this moment, a federal court has supported our view that
copyrighted material is being illegally sold evexgr day by media companies, We hope companies
eveqrw}]e“re will come to us to negotiate & fair deal for writers rather than face a costly legal
tsunami.

IHe cited the union's simple solution: the Publications Rights Clearinghouse (PRC), the first-
ever, transaction-based licensing system for freelance writers. "We're already sending moncy to
writers from legal copyright usage so we can do'so casily in this case,” he said, He noted the
PRC's expanding relationship with the Copyright Clearance Center, which can handle the
technical processing of thousands of daily transactions. "Writers, scholars and creators will
now be able to earn g fair share of revenue from the sale and re-sale of their works in
cyberspace,” he said. He also thanked the other plaintiffs in the case: Mary Kay Blakely,
Margot Mifflin, David Whitford, Barbara Garson and Sonia Jaffe Robbins.

In 2 ruling released late Friday, September 24th, a three-judge panel of the U.S. Court of
Appeals, Second Circuit, ruled thar the New York Times, Lexis-Nexis, and other publishers
cannot re- sell freelance newspaper and magazine articles by means of clectronic databascs
unless they have the authors' express permission. The ruling overturns an earlicr opinion in the
case issucd by former Federal District Court Judge Sonia Sotomayor. In that ruling, according
to the Court of Appeals, Sotomayor erroncously interpreted the Copyright Act in ﬁnging that
publishers were simply creating @ "revision” of a print article when they sold the articles to
clectronic databases and other media, The decision sets a precedent that will apply to thousands
of other writers, photographers and other creators whose copyrighted work has been sold and re-
sold without their permission. In announcing the legal vicrory, Tasini credited Patsy Felch, the
lawyer for the majority of the plaintiffs, and the United Auto Workers-parent union of the
N\“%U*which provided critical legal and financial support. "We're proud to stand with the
members of the Writers Union as they assert their rights in cyberspace,” said UAW Vice
President Elizabeth Bunn, who heads the union's 100,000-member Technical, Office and
Professional department, "This ruling will require that the publishing industry deliver fair
compensation to the people who make their profits possible in the first place.”

According to award-winning NWU member Gerald Posner, the "Court of Appeals has stated a
simple but powerful legal principle-publishers can't sell what they don't own. I'm not a
conglomerate, I don't Eave any divisions or subsidiaries. The words I write are my principle
asset, By affimming that T own what I have created, the court has increased the economic value
of my work, and eased the path to independent writing, research, and scholarship.” Databases

| | |
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such as Lexis Nexis, websites and other new media contain thousands of articles written by
freelance contributors, which originally appeared in the New York Times and many other
publications. The Appeals Court decision means publishers will now have to share that revenue
with freclance writers~or face potential litigation, '

In the absence of successful negotations, Tasini said, publishers could be exposed to %/cars of
litigation and uncertain financial lability, im acting the operations of thousands o

databases, web sites, and other electronic publishing formats, "We don't think continued
litigation is in anyone's best interests,” said Tasini, "But make no mistake about it. We fought
this suit for six years, and we intend to pursue this matter until all writers involved are treated
fairly. It's up to the industry to decide whether we wark together ar the negotiating table, or
whether we continue to fight in court.” "The longer this eyber-piracy continues, the more
liabilities for past infringement there will be,” said Tasini,

- W A Ak . e e o

e m o m e e e e - — Back to the Lawsuit Home
Page Publication Rights Clearinghousc Back to the NWU Home Page Copyright ® 1999 by

National Writers Union. Last Modified: September 26, 1999, (Labor donated)
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From: To: Barbara Doernbach _ Date: 8/17/97 Time: 18:34:39 Page10of6

Prepared for and Distributed to the Members of the Picture Agency Council of Amenca - No.59

Monday, August 18, 1997

NATIONAL GEOGRAPHIC CD-ROM

As many of you are well aware, National Geographic Interactive plans to release a set of CDs (distributed by
Mindscape, Inc.) which consist of all the contents of the National Geographic Magazine’s entire 108 year
publishing history. NGI has taken the position that “because the CD-ROM archive consists of an exact image of
every page as it was originally published, this reissuance (or reprint) is not a “further editorial use’ of material
such as requires additional payment to the photographers whose contracts commit the Society to payment under
those circumstances.” After it was made aware of the sitvation by several of our members (and a letter
specifically requesting action from Larry Minden), the Executive Committee consulted with Robert Cavallo,
PACA attorney, and prepared the following response to be sent to Tom Stanton at NGL

Dear Mr. Stanton,

We are writing on behalf of the 107 members of the Picture Agency Council of America (the current
membership roster is included with this letter.) As the Executive Committee, we must publicly state our
disagreement with the philosophy and questionable actions regarding creation and distribution of your
current CD-ROM project, The Complete National Geographic: 108 Years of Nanonal Geographic Magazine
on CD-ROM, to be distributed by Mindscape, Inc.

We understand it is the position of National Geographic that no addu‘zonal licensing fees will be paid
to photographers whose work is included in the project. We most strongly object to this decision.

Qur concerns include but are not limited to the fact that National Geographic will be selling this
product as a separate and distinct collection of the magazines in existence, that it will be re-using all of the
imagery included in any single publication and that it will be marketed and distribuied as a collection of
works distinct from any other. Therefore, we believe that the production of this CD-ROM is an additional
editorial use of the imagery in the magazines included on the CD-ROM. That you should decide to ignore
this is most disappointing, especially in light of the important role professional, high quality photography
Plays in all of your prodiicts and publications and in light of The National Geographic Society Image
Collection’s Provisional Membership in PACA. -

In the PACA Code of Ethics, signed by each member in each membership category annually, it states
that PAC4 members willfamong other things):

Be ethical in dealing with photographers. ..
" Be mindful of the trust placed in them by photographers and always endeavor to promote the
interest of the photographers they represent in tandem with their own.
Clearly your actions do not promote the interest of the photographers whose work appears in the CD-ROM
project,

We respectfully request your reconsideration of this action. Thank you for your immediate attention

to this matter.
Sincerely,
The Executive Committee
The Picture Agency Council of America

PACA PUBLIC RELATIONS

The PACA Executive Committee and public relations consultant, Lynn Nelson, have decided to discontinue our
current agreement as of July 29, 1997, Our needs for more immediate service and additional administrative
support combined with an exciting opportunity Lynn received with the Star Tribune in Minncapolis were the
primary factors involved in the decision. The Public Relations Committee will proceed with the plan developed
for the year which includes the creation of a printed piece for all members to use with clients as well as a new
logo and tag line. Lonnie is also creating an extensive media list begun earlier this summer.
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for publication remains with the Society, the Socisty would make additional appropriate payment to
the photographer if one of those images were put to a further use, such as an other editoriat use, Our
position is that this archival CD-ROM is not a further editorial use but is a re-issuance (a reprint) of
the magazine issucs themselves; and, as such, it does not call for an additional payment from the
Society under these contracts.

You are very clear in your articulation of PACA's position that this CD-ROM product "is an
additional editorial use of the imagery in the magazines included on the CD-ROM." Int asserting its
position that this CD-ROM archive is not an additional editorial use, however, National Geographic
has not acted recklessly. We have relied on advice of legal counsel, as your letter indicates that
PACA has in formulating its policy position. The timing of your letter does make me wonder if
perhaps your policy position was formulated and your letter drafted before you and your counsel had
an opportunity to read Judge Sonia Sotomayor's opinion handed down on August 13th in Federal
district court in Manhattan in the case of Tasini [National Writers' Union] v. New York Times.' In
that decision, Judge Sotomayor found that putting newspaper and magazine stories on-line was not
an improper exploitation of freelancers' works, even without prior written agreements with the
writers.

It would be fair to say that the Tasini case was primarily concerned with NEXIS versions of
newspapers and magazines, in that the plaintiff writers emphasized that, in NEXIS, all photographs,
advertisements, page layouts and other visuals of the original pubhcatmn are removed. However,
the Court held that, even in authorizing the "stripped down" NEXIS versions of articles (with no
prior written agreements with the freclance contributors), the publishers had operated within their
"collective work copyright” rights to create "revisions." We would note again, in contrast, that 108
Years of National Geographic on CD-ROM was created by digital scanning, producing complete
images of each page of each issue of the magazine. Every issue appears precisely as it does in print,
complete with photographs, captions, and advertisements. We have added only a search engine.

In discussing reproduction in electronic media as within the publisher's rights, Judge
Sotomayor stated her perception that "electronic systems ... permit users to consult defendants'
periodicals in new ways and with new efficiency, but for the same purposes that they might
otherwise review the hard copy versions of those periodicals. In a footnote, she opined further on
this point:

“...Plaintiffs propose that people read newspapers to get the day's news, whereas they
consult data bases and CD-ROMs for research purposes. A newspaper does not cease to be a
newspaper, however, in the event that it comes to be used primarily for research purposes. Once
included in the stacks of a library, for instance, a complete issue of The New York Times is
undoubtedly still an issue of The New York Times despite the fact that it would likely be consulted
only for particular articles identified by researchers in periodical indices. In this sense, NEXIS and
the CD-ROMs do not fail to reproduce versions of defendants' periodicals, they simply store those
versions within something akin to an electronic research library."

The Tasini decision is not, of course, "the final word" on ¢lectronic publication and may welI
be appealed and even possibly overturned, in whole or in part. It does contain, however, a long,
thoughtful discussion of a publisher’s rights of electronic re-publication of issues of a magazine or
ncwspaper and clearly accepts an archival CD-ROM as within a publisher's rights stemming from its

"collective work" copyrights in the issues.

We believe that National Geographic's interpretation of its assignment contracts with
freelance photographers is both reasonable and ethical, and that its position is validated by the
federal court's Tasini decision. Although there is much disagreement in the publishing community
generally on electronic re-use of materials originally created for print, I hope that you and the
photographers you represent can come to accept that all we arc talking about here is how publication
rights to a unique archival magazine CD-ROM product are affected by long-standing contractual
language. The photographers who worlk for National Geographic are the best in the world. It has
been, and will continue to be, the Society's position to compensate them fairly.




snbach . Date: 9/14/97 Timne: 19:09:37 Page 4 of 6

There are, in fact, only two paragraphs before our wamning, not the "several" you refer to. And the
second paragraph refers.to the many Web image archives filled with FREE "buttons, icons, and
images," not to images protected by copyright. We also point members to our own imaggs that they
can take. And the term “free distribution” that you *quote™ from our articlte does NOT appear
anywhere in the article.

So, it seems that the first paragraph is the problem. Granted, putting a copyright warning first
would give the warning more emphasis. But that, from my perspective, gives it UNDUE emphasis. If
the whole of the Image Is Everything article was about downloading images, perhaps the small box
we used for Picture Perfect would have been all about copyn'ght issues. But I don't, however, think
that we are wrong in that small sidebar about finding and saving images to devote three sentences to
warning/asking members to do the right thing/not do the wrong thing.

As a transition from what was a difficult tutorial for our members, we chose to first report a simple
fact: that people DO in fact borrow images and explain how casy it is to save images (news to most
of our members). That we then immediately warn about the possible legal consequences and ethical
consequences, I think, is not remiss. We did discuss this issue within the editorial staff (which
includes artists whose work is on the Web) and came to the conclusion our position against
unauthorized use was clear without it reading like a lengthy legalistic waming (like the much more
detailed 10 Copyright Commandments you sent). We read and reread this and all the other articles
and thought that it clearly raised all the issues in an appropriate manner given the space and the
overall focus of the article.

I understand that because your group is rightfully sensitive to the problem of copyright
infringement you would wish that we made that the main focus of our article or that we would have
given it a more threatening, legalistic tone. But that very sensitivity has lead you to miscead or
misinterpret the "overall message" of the article sidebar in question.

But that we did not say it HOW you would have liked us to say it does not mean that we showed
callous disregard for the issue or were misinformed or unaware of the issue, nor does it justify your
MISQUOTING the asticle and mischaracterizing it as evidence that our company is “"encouraging
the kind of activity which violates copyright.” I repeat, we have not and do nothing of the sort.

“While I do not agree with your conclusions, I DO take the issue seriously, and I see no reason not
to link to your site, your 10 Commandments, or other references about the copyright issue from the
article {which is online now), so that there are no misunderstandings about EarthLinK's position.

Sincerely,
Thomas Sullivan

NATIONAL GEOGRAPHIC RESPONDS
A letter written by PACA’s Executive Committee regardmg the CD-ROM pro_;ect was published in the August
18" Update. The letter was sent to National Geographic prior to its appearance in the Update. Friday,
September 12, we received the following response:

-

Good People:

This is in response to your recent communication to me concerning the National
Geographic's intended manufacture and distribution of The Complete NATIONAL GEOGRAPHIC.
108 Years of National Geographic Magazine on CD-ROM. Prior to your letter's amrival, I already
had seen its contents through its prior publication in your PACA Newsletter. I regret that your letter
and my response could not be published simultancousty. '

On May 21, I wrote to about 2,500 writers and photographers whose works had appeared in
National Geographic, attempting to explain why we believe that, in coming out with this CD-ROM
archive, the Socicty does not owe them further payment under their commissioning contracts (even
those that called for assignment of copyright(s) to them after initial publication), For photographic
images that were shot on assignment and selected from the respective shoots for the magazine's
coverage, the standard contract for many years provided that, while copyright in the images selected

|
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Thomas J. Stanton _
Director, CD-ROM Product Management

FROM THE LEGAL COMMITTEE _

Editor’s Note: Jane Kinne, Legal Committee Chair, wrote this article prior to our receipt of the
letter from Thomas Stanton. We will keep all PACA members posted on any developments in the
Tasini case which we anticipate will be appealed.

From the recent Updates, you have been informed of the decision in the Tasini copyright
case that for the present indicates that periodicals rendered on CD-ROM may include the photos
that appeared with the original articles without any further payment of fees.

Last week our counselor, Robert Cavallo, pointed out that the recommended PACA Terms
of Delivery and Terms of use have for well over 15 years contained a statement indicating
specifically that *No Electronic Rights” were being transferred.

Since then I have received a number of calls from members who have indicated that clients
are already quoting the Tasini decision in refusing re-use or extended use fees in connection with
transfer of printed publications or electronic products.

What you need to understand (provided your memos and invoices contained the specific
electronic prohibition — the phrase “all other rights reserved” won’t do it) is that you should
firmly advise such’clients that the basis of the extra charges you claim is not a matter of
copyright but of the contract they entered into when they accepted and paid your original bill,

Finally, it was obvious in our spring review that many of you had not heedex the suggested
change. Please look at your terms once again. Publishers will continue to invoke the Tasini
decision until such time as the ruling is successfully appealed or the copyright law is amended to
cover this issue. Your ability to collect these fees depends entirely on the careful construction of
your paperwork.

DATES TO REMEMBER
OCTOBER 30 - NOVEMBER 1 PHOTO PLUS IN NEW YORK
NOVEMBER 1 ANNUAL PACA DINNER
NOVEMBER 2 PACA INTERNATIONAL CONFERENCE/NEW YORK

© The Picture Agency Council of America, 1997

Page Gof b

PACA OFFICE, BOX 308, NORTHFIELD, MN 55057-0308
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Amerlcan Soclety of Journallsts and Authors, Inc.

' ASJA vite president [contracts)
. Norman Schretber, we shouldn't ex-
- pect it to make life any easler.
“Freclance wiilers can expect tougher
. contracts, halrler negotations and
* more artful career manevvering,”
says Schreiber. “Whatever our indi-
+ 'vidual motlves for writlng—to put nice
" words together, make much money,
- run ¢ nice Hitle businass—~wr'll have
* to discover and refine the ihner re-
- sources that make each of us specal,
" pven dcciglg'd whether they wouldap- - not becayse we are (although we are)
. cantinwed on page 2

- jonathan Tasini

‘Need an “Angel”? How the Right Agent
. Can Help Your Career Grow and Prosper

ur mother, your mate or your kids takes a proprietary
©r? If the fizst person who comes to mind is your agent,
vieit, it Is time to ennsider what kind of mistually benaflelal
“bulld with your agent, We're talking here about agents
sd the next houk advance or paperback sale to help you
y of your career and meke the leap o bigger and better
nmmand bigger and bedter advances. This month's ASJA
iy pnwcl of seven top agents who corsider [§ their misslon 1o bulld
“#i tirture their authors’ earcers, They'll Iet you {r on the tricks of thelr
teade, We expect It o be'a frank and lively discussinn of the mnlding and
shaplng of writing careers. The pansiists incloade:

* Vicky Bijur, Vicky Bijur Literacy Agancy

* Marla*Carvainds, Marla Carvainis Agency, Tne.

* Dorls S. Michaels, Dorls 8, Michaels Literary Agency, Ine,

= Petor Ruble Perkins, Ruble & Assncigtes, literary agunls

= Katharlne Sands, The Sarah Jane Freymann Literary Agency
continted ont page B

‘Oilective work’ as broad y**:
as apppllves suggest would cause the -
exception to swallow the rule.” :

“For too long, " sald ASJA President - |
Samue! Greengard, “some publishers
have been serial infringers, This ap.
peals courl ruling Is ecommon sense * §
recognition of the striet and explicie . §
requiramsents that govern the use of»
freelance writers' work. 1 salute |




'@' © ASJA Newsleisr

' and on CD-ROMS. Accord-
. Ing to C. Leonard Rubin,
¢ - former general counsel at|
it | Playboy Enterprises and

. erty lawyer at the Chicago
. law Hirm of Gordon &

% that have hastehed to take

1 - advantage of the electronic
. age and have an incredibly
+ vast fnventory of Interest:
* Ing arteles and works of :
. fictlon and wanted {0 post them on thelr . jeuter sent to 22 major publishers, Tasini

Freelancers Get Their E-nghts Back

comtinued from page 1  clde explicdy what rights the authors are

. but because being 2 name brend gives each | glving the publisher and what compensa-

of us an edge in negodating and capitalizZing - tion the author will get in letting his work

. on opportunites. The law of supply snd * * be raused in any medium or format.”

demand ran work in our favor, Faithinbusti- | But Bruce Keller, lawyer for The New York

. ness as usal harms us” + Thmey, secs things differently. Keller says the

The Thsin! decision cotld force publish- * ruling flies in the face of previous court rul-

. ers to offer settlements to thousands of . ings and laws passed by Congress that, he
- freclancers who have written for them over - - says, automatically give publishers the elec.
* the years and whose works

tromde tights to freelance ma-
terlals, He says the rullng
could affect clectronic ar-
chives of newspapers and
magazines  that  use
freelancers' stories and pho-
tographs, Publishers may have
to seek permission Lo use any
“freelunce materlal stored in
electronic archives golng back
several decades, “Tois Imprac-
tical to sugpest we go back and
acquire these rights by con-
tract,” Keller sald.
The NWU's Jonathan
Tasini was, undarstandably,
thrifled by the declsion. In a

now appear in databases

now an intellectual prop-

Glickson, the impact conld
be “devastating” for medla
campanies, "Publications

Web sites and {n databases for the sake of ' urged the publishers te begin working with

. researchers are now golng to have to go | the Publication Rights Clearinghouse to

hack to thelr databases and make adjust - adopt a Heensing systert that will allow pub-

. ments,” he said, “That's going to be incred- | lishers o obtain elecironic rights to works
- ibly expensive and lime-consming.”

they wish to publish, If they den', Tasini
Copyright lawyer Elizabeth McNamara | told the publishers, the ruling *potentally

+ says, "Arguably, each individual frcelancer . puts your company at great financlal and
. will be able to go to the publisher and say * lagal risk,” But he added, “We want 1o em-
. you've got ts compensaie me,”

phasize that neither the NWU nor the
Californla Internet lawyer Muureen * freelance writlng communily Is seeking to

: Dorney sald the ducision showld serve as 2 | undermine the distribution of magazine and
* warning o publishers (o nall their contracts - newspaper articdes via anline networks,”

. down, “Silence Is not golden here,” she sald,
- "I your agresment Is silent or you hava no - as different. “{0fur complete record is a his.
. agreement, you should not assume you bave * torleal archive,” sald George Freeman, as-
- the right (0 reuse content In new ways” . sistant general counsel for the Tines. *If one

The New York Times, of cotrse, seas itself

Dorney noted that the kssue is not really * wakes this dedslon at lts werd, It would seem

% . a new one but Just involvas a new medium, | 1o require, absent an agreement with the
- She polnted ot that similar disputes arose + freelancers, that we delete articles that were

, when movies began being transferred to vid-

- eotape. ‘T tell aff my clients in the Internet - problematc.

part of that historical vecord, ... That Is very

. context 1o be careful in using preexdsting ' It Is clear that the efforts by publishers
- material,” she said. *[Glo back and see what . to force freelancers Into sigring all rlghts
% © terms they got to use that matertal.” © contracts will now accelerate, In pracice, law-

New York lawyer Emily Bass, one of the . yer Rubin suld, publishers can usually set
two lawyers for the plalnlilfs in Tasinl + thelr own terms. *If, In fad, many writers

o . pointed out that the court was interpreting | tike to think of themselves as starving, they'li

a provision of the Capyright Actthat applied -+ eapleulate to the new terms,” Rubln said. “Ime

. only when there wax 110 nagotiated license ' portant writers won't,”

- agreement. “The partes can always negotl- . The fudgment tn the Tasin! case fs avalfable
* ate around that default provislon,” she sald,

2 " online at hitp:/Fwww.tourolaw.edu/2nd Clrenlt!
In other woeds, they can sit down and de- | September99/97-818 Lhumi

&
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A8JA, Authors Gulld laud Tasinl keversal

Airad A58 Contracts Watch
fan s g bl naat s Seplsmbar 26, 1998 + NEW YORK - Thanks to a decislon of the Linited s
2 i gl Sintes Second Glreult Gourt of Appanls lasusd Inst Friday, the publishing world o ‘

K * has bash turned rightsida up, ascarding o the Amerioan Socisty of Journalists .
kb P and Authurs (ASJA) and the Authars Gulid, Reversing 8 lawet sourt's decision wanls. pubiRNar
Bigter s Bordy in the case known as Tagini, et Al v. The New York Times, at al, the appetiate pl, I:mm e

TR T court reaffirmed frestance writars® full copyright ownarship of their work. it struck or m‘?i o

PRITARL LR, #1038 down the practice by many publishers of ficansing work that had appearad in . Keywerd,
their publications to Mead Data Central'e Laxis/Nexie database and Univatslty GW Maln Many
Microflims Internationats GO ROMs without the writers' parmisaian. i C Page

The court based its declslon on twa factors. Elrat, the databases contsining the (19341046 ardoles)

articles wars not, as the publishers claimead, "revisions' of the origingl

publications In which the articlat appeared byt were ikapermissibie re-uses, And
second, there wers na written agreements between he Individual authors and Evantq, Satandar
publishers that permitied the transfer to the alectronic detabasss. ‘

"Thig declalon is wonderful news for fresiance writers, becauss It reatfling our

fight to reap our fair share of the financlal bansfits from wlectronic uges of out Writer Resources
works " said Lelty Cottin Pogrebin, president of the Authofs Guild and 3 ,

fresfance contribltor to numerous putilisations. "From now on, when ) ASJA Application
negotiating their cantracts, witters must make sure to protest alf rights #temming Ensll ASHA

1o the new technologies 2o that steh disputes do not anse (n the future,"

“For too long,” aaid AGJA Prasldent Samuel Girasngard, "gome publishers have
been serial infringers. This Appeals Court rufing (8 common sense facagnition of
te strict and explich requirements that govern the uss of @ freelance writer's
work. | #alute Jonathan Tesini, his felfow plaintitfe and the Natiohal Wiiters
{nion far pureulny this casa.” .

Tne Tasini sult primarily sffecte work published after 1878 and before the
mid-1690s, when many publishers bagen issuing contracts agking authors o
prant slectroniy fights. Since then, authors' organizations have been weging 4
vigarous "ights campalgn’ to empower writsts ta negotiate fair contract terms
and encourage publishers to issue falr contracts, One of the most affective
tonls in the campaigr s the Authors Regietry, & nan-profit prganization
established by the Authors Guild, ASJA and other organizations. The Registry
has erabled parties to efficiently and easily ditburee re-use faes due to any of
the 30,000 authors listed in the Registry database, From May 1585 fa the
prasent, the Registey has distributkd to individual authoms over ane tnllllen
dellars in rEvanues. ‘

With tHe Tasinl decislon firmly assarting freelanse authors' rights, ABJA and tha
Authors Gulid call oh all asgments of the publishing industry to affirm the :
impertance of sharing the beneflts of electronic uees of publighed works with
the authors who orepte them, ‘

Contacts,;

Ka{ Murray
Authora Guild
{212) 283-5504
ilexandm Srwvene

8JA
(212} 99?-054?
pxacdir08/9.00

1501 Beoadway. Suita 302 MNew York, NY 10038 Voice 212.007-0847  Fax: 212-TH0.T414
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Citing Supreme Court Precedent, 11th Circuit
Reverses Major Copyright Ruling

R. Robin McDonald
Fuiton County Daily Report
06-21-2007

In a decision called "curious” by an intellectual property expert,
a federal appellate panel in Atlanta has reversed its circuit's
6-year-old opinion in @ major copyright case, declaring the
ruling's mandate on behalf of freelance photographers to be

"moot." _

In doing so, the three-judge panel of the 11th U.S. Circuit Court Justone [“ore thing

of Appeals interpreted a landmark U.S. Supreme Court decision we have in common. .
that expanded freelance writers' copyrights in a way that limited ' 1}.",@;’

the copyright claims of freelance photographers.

The panel's June 13 ruling in Greenberg v. National Geographic #3Ea] SunTrst Berk Member FOIC

Society II, 97-03924-CV, reversed a separate panel’'s 2001
opinion, Greenberg v. National Geographic Society I,
244F.3d1267. That decision had been authored by 11th Circuit - ———
Judge Stanley F. Birch Jr., a noted copyright expert whose M

formal 11th Circuit portrait depicts him helding a copy of |
"Nimmer on Copyright,” the definitive work on copyright law.
Judges Geraid B. Tjoflat and R. Lanier Anderson IiI joined Birch

in the 2001 ruling. | New Lega l Blog

In reversing Greenberg I, the second appellate panel
sidestepped a precedent which binds panels to an earlier circuit
decision addressing the same issue of law unless it has been f S th
overturned either by the entire 11th Circuit or by the U.S. Or ou e rn
Supreme Court.

By declaring Greenberg I moot, the new panel -- Judge .; Ca lifornia

Rosemary Barkett, Senior Judge Phyllis A. Kravitch and David G.
Trager, a visiting U.S. district judge from the 2nd Circuit in New
York -- also resolved a long-standing conflict with the 2nd
Circuit created by the Birch opinion. Trager wrote the Greenberg
IT opinion for the new panel.

Both cases deal with The National Geographic Society's placement of its entire magazine library on CD-ROM and seiling
it as "The Complete National Geographic.”

In the 2001 case, Birch found that National Geographic infringed the copyright of Florida freelance photographer Jerry
Greenberg. Sixty-four of Greenberg's photos had appeared in issues of the National Geographic. One of those published
photos also was included in an animated photo montage designed exclusively for the CD-ROM.

But in nearly identical cases in New York that were brought against National Geographic by other freelance writers and
photographers, 2nd Circuit judges have taken the opposite tack.

In Greenberg II, Trager asserted that the new 11th Circuit panel on which he sat had authority to overturn Greenberg I
if an intervening Supreme Court case overruled a prior panel decision, or if "the rationale the Supreme Court uses in an
intervening case directly contradicts the analysis this court has used in a related area, and estabiishes that this Court's

current rule.is wrong."
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The intervening ruling on which Trager rested Greenberg IT was the Supreme Court's 2001 opinion in New York Times
v. Tasini, 533 U.S. 233. :

In Tasini, the high court found that the Times' sales of its published news articles to online databases such as Lexis and
Westlaw infringed the copyrights of its freelance writers whose contracts had never contemplated the advent of digital
databases.

This week, Lawrence Nodine, a partner at intellectual property boutique Needle & Rosenberg, called the Greenberg II
ruling "curious" for several reasons.

"Leave out for a second, the sitting 2nd Circuit judge," he said. "The rule is that you are bound by previous panel
decisions of the circuit that should only be reversed en banc.”

While an appellate panel would have authority to reverse a previous panel if there were a Supreme Ceurt decision "on
point," Nodine suggested that Tasini was based on a different set of facts.

And dicta -- any explanatory commentary included in the high court opinion that does not directly address the facts of
the case under review -- "ought not entitle the panel [in Greenberg II] to disregard the previous decision,” Nodine said.

"Whether or not the [Greenberg II] panel could reverse without an en banc [hearing] is a very interesting question.”

For a decade, the Greenberg and Tasini cases have pitted publishers against freelance photographers and writers -- all
of them seeking to define copyright iaw in the digital age. At stake are royalties and fees that publishers could be
forced to share with freelancers whenever they reproduce and sell those freelancers' previgusly published works in
merchandise designed for computer access.

As Birch noted in 2001 during oral argument in Greenberg I, "All this is about who gets the money, whether you
[publishers] can get the money or have to share it with some author.™

Florida lawyer Norman Davis of the Miami firm Squire, Sanders & Dempsey, who represents Greenberg, insisted that
Tasini "has no relevance whatsoever to Greenberg I" and was not a proper basis for reconsidering and then mooting
the Birch opinion.

Davis added that his client has not decided whether to ask the 11th Circuit to reconsider Greenberg II en banc.

In an appellate brief in Greenberg II, Davis suggested that the 2nd Circuit's rulings in other National Geographic cases
"set up a conflict” with Birch's 2001 apinion "through the misapplication of Tasin" and argued that "any resolution of
the conflict between the two circuits should be left to the Supreme Court.”

National Geographic Society executive vice president Terrence B. Adamson -- a former Atlanta attorney who was a key
assistant to then-Attorney General Griffin B. Bell and remains President Carter’s longtime personal lawyer -- said he
was "pleased and quite delighted” by Greenberg II.

"This is a very impartant case,” he said, "It wasn't that we were selling a lot of product, but it is our archive. There are
now almost 120 years of National Geographic. It's our whole history and archive of what this organization has been
about."”

The CD set, Adamson asserted, is not a new use of formerly published issues. "It's the same use. ... because the
practice had been for 40 to 50 years to do microfilm and microfiche, which everyone understood” and which required
no additional royalty payments to freelancers. "It's the same result if you put it on CD-RCM, or DVD,"

The Tasini case was one of the most widely watched copyright cases to reach the Supreme Court in years. Freelance
authors of articles previously published in newspapers and magazines, led by Jonathan Tasini, brought claims of
copyright infringement against publishers and owners of electronic databases that had made the articles widely
available via the Internet.

A federal district court found for the defendant publishers but was reversed by the 2nd Circuit, which ruled in favor of
the writers. In a 7-2 opinion issued June 25, 2001, the high court affirmed the 2nd Circuit's appellate ruling.

Writing for the majority, Justice Ruth Bader Ginsburg determined that electronic and CD-ROM databases containing
individual articles from multiple editions of magazines, newspapers and other periodicals could not be considerad
"revisions™ or revised editions of the previously published issues.

"[Tlhe Databases reproduce and distribute articles standing alone and not in context, not 'as part of that particular
collective work' to which the author contributed, 'as part of ... any revision' thereof or 'as part of ... any later collective
work in the same series," she wrote, clting federal copyright law.

Under the terms of Section 201{c) of the 1976 revisions to the Copyright Act of 1909, Ginsburg wrote, "A publisher
could reprint a contribution from one issue in a later issue of its magazine, and could reprint an article from one edition
of an encyclopedia in a later revision of it, but could not revise the contribution itself or include it in a new anthology or
an entirely different collective work. ..,

"If there is demand for a freelance article standing alone or in a new collection, the Copyright Act allows the freelancer

to benefit from that demand; after authorizing initial publication, the freelancer may aiso sell the article to others," she
noted.
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"It would scarcely preserve the author's copyright in a contribution as contemplated by Congress,” Ginshurg concluded,
"if a print publisher, without the author's permission, could reproduce or distribute discrete copies of the contribution in
isolation or within new collective works, The publishers' view that inclusion of the articles in the databases lies within
the 'privilege of reproducing and distributing the [articles] as part of ... [a] revision of that collective work,' is
unacceptable.”

The majority in Tasini also dismissed an analogy offered by publishers that digital databases were akin to microfilm and
microfiche reprints, which have not prompted copyright infringement claims.

Ginsburg noted that databases "do not perceptibly reproduce articles as part of the collective work to which the author
contributed or as part of any ‘revision' thereof. ... We would reach the same conclusion if the Times sent intact
newspapers to the electronic publishers.”

The Greenberg cases stem from The Nationat Geographic Society's creation of "The Complete National Geographic" -- a
30-disc CD-ROM set containing complete reproductions of every issue of National Geographic published in the
magazine's history. Four of those issues included photos by Greenberg, who had re¢laimed his copyrights from the
National Geographic Saciety after publication.

"The Complete National Geographic” was powered by copyrighted software programs and included -- in addition to the
magazine reproductions -- an animated montage of photos set to music and a Kodak commercial. The National
Geographic registered a separate, and new, copyright for the CD-ROM set in 1997,

In Greenberg I, Birch -- writing for the panel -- stated that "common-sense copyright analysis compels the conclusion”
that the National Geographic, in collaboration with a software company, has created "a new product ... in a new
medium, for a new market that far transcends any privilege of revision or other mere reproduction” envisioned by
federal copyright law.

Birch specifically dismissed arguments offered by National Geographic lawyers that the CD-ROM sets were merely a
republication of a pre-existing work no different from converting the magazines to microfilm.

"[T]he critical difference, from a copyright perspective, is that the computer, as opposed to the machines used for
viewing microfilm and microfiche, requires the interaction of a computer program in order to accomplish the useful
reproduction involved with the new medium,” Birch wrote. "These computer programs are themselves the subject
matter of copyright, and may constitute original works of authorship, and thus present an additional dimension in the
copyright analysis.”

On remand, a district judge in Florida, using Greenberg I as a guide, awarded Greenberg $400,000 in 2004, three
years after Tasini, ’

After the Tasini ruling, National Geographic again appealed, resulting in last week’s ruling.

In Greenberg II, Trager, joined by Kravitch and Barkett, sided with his home circuit, which since Tasin/ has rejected
claims against National Geographic by other freelance writers and photographers.

Like the 2nd Circuit, Trager acknowledged that Tasini had not addressed the issue directly. But he suggested that the
high court had given "tacit approval" to microfilm and microfiche as non-infringing.

"Under the Tasini framework, the relevant question is whether the original context of the collective work has been
preserved in the revision," Trager wrote. "Clearly, the replica portion of the ["Complete National Geographic"]
preserves the original context of the magazines, because it comprises the exact images of each page of the original
magazines.”

But in direct contrast to Greenberg I, the Trager opinion asserted that software programs embedded in the CD-ROM did
not alter "the original context of the magazine contents."

L. Donald Prutzman, a partner at Tannenbaum Helpern Syracuse & Hirschtritt in New York who submitted an amicus
brief in Tasini for the American Society of Media Photographers, called Greenberg IT "a reaction to the 2nd Circuit's
decision -- on behalf of ancther photographer with respect to the same product -- which declined to follow Greenberg
[I]."

Prutzman said the 2nd Circuit, in Fauwlkner v. National Geographic Enterprises, 409F.3d26, determined that Tasini would
allow publishers to reproduce previcusly published articles in digital format as long as they were presented as part of
an entire issue. On the other hand, "The National Geographic product added a number of bells and whistles," he said.
"There was a basis for a holding that it was a new product, not just an alternative form of the magazine,"

Post-Tasini appellate court opinions suggest that, "As long as you reproduce the publication in the same form it was
published you haven't infringed,” Prutzman continued. "But if you disaggregate it into separate articles and make them
separately available, then you have infringed."

Leon Friedman, a professor of copyright law at Hofstra Law School, who filed an amicus brief on behalf of The Authors
Guild in Tasini, suggested that, contrary to the Greenberg II opinion, "I don't think Tasini dealt directly with this issue,
... I think people are reading a little too much into Tasini."

To reach the conclusion opined in Greenberg II, "You have to read a lot between the lines ... I don't think Tasin/
compels the result in this case." Because of that, Friedman said he suspects that the U.S. Supreme Court "would take

http:/fwww.law com/jsp/law/LawArticleFriendly.jsp?id=1182330349955
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that case" on writ of certiorari. After issuing Tasini, the high court denied cert in Greenberg I, which the Birch panel
had published six days before Tasini was argued.

But New York attorney Charles S. Sims -- who filed an amicus brief in Tasini for The Association of American Publishers
in support of The New York Times -- said, "The 11th Circuit was wrong in 2001 and corrected itself in 2007. The
analysis that the Tasini Court used was one of the reasons why it was so clear the 11th Circuit was wrong. it's certainly
useful that they have corrected their error and brought themselves in line with the 2Znd Circuit Court of Appeals.”

http://www.law.com/jsp/law/LawArticleFriendly.jsp?id=1182330349955

6/29/2007 9:16 AM




Echos of Tasini in a "Curious Case”. Copyfight: the politics of IP

1o0f4

CORANTE

http://copyfight.corante.com/archives/2007/06/21/echos_of tasini_in_...

About Us | RSS | Advertise | Contact Us

Home > Weblog Columns > Copyfight

" AUTHORS

Donna Wentworth
( Archive | Home | Technorati
Profile)

Ernest Miller
{ Archive | Home )

Blizabeth Rader
{ Archive | Home )

Jason Schultz
{ Archive | Home )

Wendy Seltzer
{ Archive | Home | Technorati
Profile )

Aaron Swartz
{ Archive | Horne )

Alan Wexelblat
( Archive | Home )

Suppott Bloggers' Rights!

ABOUT THIS WEBLOG

Here we'll explore the nexus of
legal rulings, Capitol Hill
policy-making, technical
standards development, and
technological innovation that
creates - and will recreate -- the
networked world as we know it.

Amaong the topics we'll touch on: :

intellectual property conflicts,
technical architecture and
innovation, the evolution of
copyright, private vs. public
interests in Net policy-making,
lobbying and the law, and more,

. Disclaimer: the opinions
expressed in this weblog are
those of the authors and not of
their respective institutions.

What Does "Copyfight” Mean?

Copyfight, the Solo Years:
April 2002-March 2004

COPYFIGHTERS

a Typica! Joe
Academnic Copyright
Jack Baikin

John Perry Barlow
Benlog

beSpacific

bIPlog

Blogaritaville
Blogbhook 1P
BoingBoing

David Bollier

James Boyle

Robert Boynton
Brad Ideas

Ren Bucholz
Cabalamart: Digital Rights
Cinerna Minima
CoCo
Commens-blog

Live from Monte Carle: Join us at the Mobile Messaging 2.0 blog for coverage and commentary

from Global Messaging 2007

Copyfight

« QotD | Main { The Day The Web (Radio) Went Silent - June 26, 2007 »

June 21, 2007

Echos of Tasini in a "Curious Case" &
Posted by Alan Wexelblat

The source far this is a very detailed column written by R. Robin McDonald for the
Fulton County Dafly Report and published on law.com. I'm simplifying somewhat here
for readers and for my own atiempted understanding.

Back in 2001, the US Supreme Court issued a decision in a case called New York
Times v. Tasini. In this decision the Court ruled on rights of freelance photographers
such as Tasini to cantrol or be compensated for works (photos) that were sold for one
purpose, such as print, and ended up in an archive later to be used for another
purpose such as CBb ROM pubtication,

Now of course the Times wasn't the only entity doing that. Prominently the National
Geographic published a CD ROM archive and promptly got itself sued by several people
who felt their works had been used in unautharized and/or uncompensated ways.
Becausa of the locations of these suits a couple ended up being settled in different US
Circuits. For this discussion consider the Second and Sixth Circuits

In a 200% decision known colloquially as Greenberg I (formally as Greenberg v.
National Geographic Society I, 244F.3d1267} a panel of the Sixth ruled in favor of
photographer Greenberg, holding that the Geographic's archive violated his rights,
However, the Second had ruled the opposite way in other cases against the
Geographic, basically saying that what the magazine had done was legal and no
further compensation was due.

In the normal course of things rulings at the Circuit level stand, even when they're in
conflict, until SCOTUS issues an opinion that resolves the differences. In fact,
conflicting Circuit opinions are a major factor in the decision to grant review. of cases
that are appealed to SCOTUS. It's also possible for a full Circuit court to reverse ane of
its own panels, potentially resclving the difference. The Sixth has not done so,
possibly because the judge who wrote the Greenberg I cpinion is regarded as
something of an expert on copyright law. So far s¢ good.

Now comes the curious case: earlier this month in an opinion informally called
Greenberg IT (formally Greenberg v. National Geographic Society II, 97-03924-CV) a
different panel of the Sixth reversed the earlier panel, pretty much to everyone’s
surprise. "Curious” is polite lawyerspeak for what you and I might dub "WTF"? WTFF?

First off, the new panel of the Sixth includes a visiting judge from the Second, who
wrote the new decision. That's a bit odd.,

Second, the rules of the game as it's generally played are that one panei of a Circuit is
bound to abide by {and certainly not overtly reverse) previous panels’ opinions unless
the full Circuit or SCOTUS has something to say on the matter.

Which brings us back around to Tasini. According to McDonald's column (I haven't
read the original opinions) the new panel ciaims to be relying on SCOTUS's reasoning
in the Tasini case. If they're right, that case gives them grounds to overturn
Greenberg 1. But here's where it gets more curious. McDonald quotes several
intellectual property lawyers as saying that Tasini reatly isn't on point here. It's
dealing with a separate set of facts. And to make matters even more curious the judge
in Greenberg II appears to be relying not on the formai decision of Tasini itself but on
explanatory comments (called 'dicta') that the Greenberg II judge feels give "tacit
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approval” to deciding the case in favor of Geographic.

So what happens now? Well, Greenberg could throw in the towel, It's six years en and
he hasn't seen a dime - a 2004 judgement of $400,000 led to the appeal that was
decided in Greenberg 1. 1 hate to think how big his legal bills are by now. If he
soldiers on there's an abvious appeal to an en banc Sixth and who knows how that will
turn out. If it goes against Geographic it seems likely they'd ask SCOTUS for a ruling
that would presumabty clarify the disparate Circuit views. However, the Court denied
certiorari on Greenberg I s0 they might not take this one, either.
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Microsoft. Virtualization, and... DRM?

Poﬁééd by Alan Wexelblat

Why won't Microsoft allow home/end-user
versions of Vista to be virtualized (run in a
simulator such as EMC's VMware)? Mostly this is a
theoretical argument not related to Copyfight, but
on Sunday Eric Lai published a column for
Computerworld in which he suggests that the
reason is that virtual environments may permit
people to circumvent Vista's DRM.

You may recall that Vista contains the first
commercial incarnation of MSFT's built-in control
facility for restricting what programs and data can
be installed and run on PCs. Virtual machines can
unintentionally fool, block, or thwart various of
the checks that DRM software uses. Lai references
unnamed "analysts" to suggest that concerns
over DRM circumvention were behind Microsoft's
sudden change of heart. Apparently they were
about to relax the prohibition on virtualizing Vista
Home editions then suddenly stopped.

Not so fast, says Ken Fisher over at ars technica.
He lists a couple of reasons why he doesn’t
_believe Lai's theory, not least of which is that
there's no technical reason blocking virtualization
now. It's purely a license-terms issue.

Fisher thinks it's a step in the Microsoft-Apple
~war, with MSFT trying to defend its OS revenue
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Now comes the curious case: earlier this month in an opinion informally

calied Greenberg II (formally Greenberg v;'National Geographic S'ociety 11, 97-03924- |
CV) a different panel of the Sixth reversed the earlier panel, pretty much to
everyohe's surprise. "Curious” is polite lawyerspeak for what you and I might
dub "WTF"? WTFF?

First off, the new panel of the Sixth includes a visiting judge from the
Second, who wrote the new decision. That's a bit odd.

N

Second, the rules of the game as j‘t's_generally played are that one pane] of a
Circuit is bound to abide by (and:certainly not oVertIy reverse) previous
panels' opinions unless the full Circuit or SCOTUS has something to say on
the matter. '

Which brings us back around to Tasini. According to McDonald's column (I
haven't read the original opinions) the new pahe! claims to be relying on
SCOTUS's reasoning in the Tasini case; If_‘the_y_'_re right, that.case gives them -
grounds to overturn Greenberg 1. But here's where it gets more curious. |
McDonald quotes several intellectual property lawyers as saying _that-Tasini
really isn't 'on point here. It's dealing with a separate set of facts. And to
make matters even more curious the judge in Greenberg II appears to'b_e
relying not on the formal decision of Tasini itself but on explanatory
“comments (called 'dicta’) that the_ Greenberg II judge f_eels give "tacit
approval” to deciding the case in favor of Geographic.

So what happens now? Well, Greenberg could throw in the towel. It's six
years on and he hasn't seen a dime - a 2004 Judgement of $400,000 led to
the appeal that was dec;ded in Greenberg 1I. I hate to think how blg his Iegal
bills are by now. If he soldiers onlthere S an obvious appeal to an en banc
Sixth and who knows how that will turn out. If it goes against Geographic it
seems likely they'd ask SCOTUS for a ruling that would presumably clarafy |
the disparate Circuit views. However, the Court denied certloran on
Greenberg I so they might not take this one, either.
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Echos of Tasini in a "Curious Case"

Posted by Alan Wexelblat |

The source for this is a very detailed column written by R. Robin McDonald
for the Fulton County Daily Report and published on law.com. I'm simplifying
somewhat here for readers and for my own attempted understanding.

Back in 2001, the US Supreme ¢ourt issued a decision in a case called New
York Times v. Tasini. In this decisio'n. f:he“Cour_t ruled on rights of freelance
photographers such as Tasini to eo_ntrol or be compensated for works
(photos) that were sold for one purpose, such as print, and ended up in an

. archive later to be used for another purpose such as CD ROM publication.

Now of course the Times wasn't the only entity doing that. Prominently the
National Geographic published a CD ROM archive and promptly got itself .sued by
several people who felt their works had been used in unauthorized and/or

uncompensated ways. BecauSe of the locations of these suits a couple ended

up being settled in different US Circuits. For this discussion consider the
Second and Sixth Circuits

In a 2001 decision known colloquially as Greenberg I (formally as Greenbergv.
National Geographic Society I, 244F'.3d12_.67) a pahel of the Sixth ruled in favor of "
photographer Greenberg, holding that the Geographic's archive violated his
rights. However, the Second had r—uled thebpposite way in other cases
against the Geographic, basically saying that what the magazme had done
was legal and no further compensation was due

In the nolrmal course of things rulings at the Circuit level stand, even when

they're in conflict, until SCOTUS issues an opinion that resolves the
differences. In fact, conflicting Circuit opinions are a major factor in the
decision to grant review of cases that are appealed to SCOTUS. It's also
possible for a full Circuit court to reverse one of its own panels, potentially
resolving the difference. The Sixth has not done so, poss‘.tbly because the

judge who wrote the Greenberg I oplmon is regarded as somethmg of an
expert on copyright law. So far so good.
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Posted: by Alan Wexe!biat

Why won't Microsbft allow home/end-user .
versions of Vista to be virtualized (run in a

theoretical argument not related to Copyfight, but
on Sunday Eric Lai published a column for
Computerworld in which he suggests that the

-reason is that virtual environments may permit

people to circumvent Vista's DRM,

You may recall that Vista contains the first
commercial incarnation of MSFT's built-in control

facility for restricting what programs and data can
“be installed and run on PCs. Virtual machines can

unintentionally fool, block,. or thwart various of
the checks that DRM software uses. Lai references
unnamed "analysts” to suggest that concerns
over DRM circumvention were behind Microsoft's
sudden change of heart. Apparently they were
about to relax the prohibition on virtualizing Vista
Home editions then suddenly stopped.

Not so fast, says Ken Fisher over at ars technica.

‘He lists a couple of reasons why he doesn't

believe Lai's theory, not least of which is that
there's no technical reason blocking vurtuahzatlon
now. It's purely a license-terms issue.

Fisher thinks it's a step in the Mierosoft—Apple
war, with MSFT trying to defend its OS revenue
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Echos of Tasini in a " Curious Case"

Posted by Alan Wexelblat

The source for this is a very detailed column written by R. Robin McDonald
for the Fulton County Daily Report and pubhshed on law.com. I'm simplifying
somewhat here for readers and for my own attempted understanding.

Back in 2001, the US Supreme ¢ourt issued a decision in a case called New
York Times v. Tasini. In this decision theAACourt ruled on rights of freelance '
photographers such as Tasin.i to eontrol or be compensated for works
(photos) that were sold for one pufpose', such as print, and ended up in an
- archive later to be used for another purpose such as CD ROM publication.

Now of cd_urse the Times wasn't the 'only_en_tity dding that. Prominently the -
National Geographic published a CD ROM archive an'd-prompti_y got itself sued by
several people who felt their works had been used in unauthorized and/or -
uncompensated ways. Because of the locations of these suits e cou’pie ended
up being settled in different US Circuits. For this discussion consider the

Second and Sixth-Circuits '

In a 2001 decision known colloquially as Greenberg I (formally as Gréenberg V.
Nat_idnal Geographic Society 1, 244F.3d1267) a panel of the Sixth'r_uled in favor of
photographer Greenberg, holding that the Geographic's archive violated his
- rights. However, the Second had rule_d the opposite way in other cases
against the Geographic, basically sayihgrthat what the magazine had done
was legal and no further compensation was due.

In the normal course of things ruiings at the Circuit level stand, even when
they're in conflict, until SCOTUS issues an opinion that resolves the
differences. In fact, conflicting Circuit opinions are a major factor in the
decision to grant review of cases that are appealed to SCOTUS It's also

p055|b|e for a full Circuit court to reverse one of its own panels, potentlally
resoivmg the dlfference ' The Sixth has not done so, p055|bly because the.

judge who wrote the Greenberg I opinion is. regarded as somethlng of an B
expert on copyright law, So far so good.
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Now comes the curious case: earlier this month in an opinion informaily
called Greenberg II (formally Greenberg v. National Geographic Society I, 97-03924-
CV) a different panel of the Sixth reversed the earlier panel, pretty much to
everyone's surprise. "Curious” is polite lawyerspeak for what you and I:- might -
dub "WTF"? WTFF? |

First off, the new panel of the Sixth inciudes a visiting judge from the
Second, who wrote the new decision. That's a bit odd.

Second, the rules of the game as _:i_t's_generally played are that one panel of a
Circuit is bound to abide by (and:certairily not overtly fé'verse) previous
panels' opinions unless thé full Circuit or SCOTUS has something to say on
the matter. "

Which brings us back around to Tasini. According to McDonald's co'IUmn (I
haven't read the origina! opinions) the new panel claims to be relyingon
SCOTUS's reasoning in the Tasini case. If they're right, that.case gives them
grounds to overturn Greenberg I. But here's wheré it gets more curious.
McDonald quotes several intellectual property lawyers as saying that Tasini
B f.reétly isn't on point here. It's dealing with a separate set of facts. And to

" make matters even more curious the judge in Greenberg II appeai‘s to be ‘ |

-+ relying not on the formal decision of Tasini itself but on explanatbry

comments (cailed 'q'icta').that the Greenb_erg_II_ju'dge_.fee_ls give "tacit
- approval" to deciding the case in favor of Geographic. |

So what happens now? Well, Greenberg coulld: throw in the towel. It's six
| yéars on and he hasn't seen a dime ~ a 2004 judgement of $400,000 led to :
the appeal that was decided in Greenberg IL. I hate to think how big his Ie"galf s
bills are by now. If he soldi'er's on there's an obvious appeal to'ah én banc
Slxth and who knows how that will turn out. If it goes: agalnst Geographtc it |
seems likely they'd ask SCOTUS for a ruling that would presumably ciarlfy
the disparate Circuit views. However, the Court denied certiorari on
Greenberg I so they might not take this one, either.
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Citing Supreme Court Precedent, 11th Circuit
Reverses Major Copyright Ruling

R. Robin McDonald
Fulton County Daily Report
06-21-2007

In a decision called "curious" by an intellectual property expert,
a federal appellate panel in Atlanta has reversed its circuit's
6-year-old opinion in a major copyright case, declaring the
ruling's mandate on behalf of freelance photographers to be
"moot.”

In doing so, the ttiree-judge panel of the 11th U.S. Circuit Court 2% Just one more thing
of Appeals interpreted a landmark U.S. Supreme Court decision § we have in common,
that expanded freelance writers' copyrights in a way that limited ;-h'éé’v

the copyright claims of freelance photographers. i S UST
The panel's June 13 ruling in Greenberg v. National Geographic — SEeR_Suninust Bak, Member FDIC,

Society II, 97-03924-CV, reversed a separate panel's 2001
opinion, Greenberg v. National Geographic Society I,
244F.3d1267. That decision had been authored by 11th Circuit
Judge Stanley F. Birch Ir., a noted copyright expert whose
formal 11th Circuit portrait depicts him holding a copy of
"Nimmer on Copyright,” the definitive work on copyright law.
Judges Gerald B. Tjoflat and R. Lanier Anderson III joined Birch

in the 2001 ruling. N ew Leg a l B l og .

I
In reversing Greenberg I, the second appellate panel ww”””’“ S

sidestepped a precedent which binds panels to an earlier circuit - ’i

decision addressing the same issue of {aw unless it has heen i f S th
overturned either by the entire 11th Circuit or by the U.S. o or Ou e rn
Supreme Court. 'i

{ . .
By declaring Greenberg I moot, the new panel -- Judge 1 Ca llfornla

Rosemary Barkett, Senior Judge Phyllis A. Kravitch and David G. i

Trager, a visiting U.S. district judge from the 2nd Circuit in New | §
York -- also resolved a long-standing conflict with the 2nd :
Circuit created by the Birch opinion. Trager wrote the Greenberg . b
II opinion for the new panel.

i_

Both cases deal with The National Geographic Society's placement of its entire magazine library on CD-ROM and selling
it as "The Complete National Geographic."

In the 2001 case, Birch found that National Geographic infringed the copyright of Florida freelance photographer erry
Greenberg. Sixty-four of Greenberg's photos had appeared in issues of the National Geographic. One of those published
photos also was included in an animated photo montage designed exclusively for the CD-ROM.

But in nearly identical cases in New York that were brought against National Geographtc by other freelance writers and
photographers, 2nd Circuit judges have taken the opposite tack.

In Greenberg II, Trager asserted that the new 11th Circuit panel on which he sat had authority to overturn Greenberg I
if an intervening Supreme Court case overruled a prior panel decision, or if "the rationale the Supreme Court uses in an

intervening case directly contradicts the analysis this court has used in a related area, and establishes that this Court's
current rule is wrong."
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The intervening ruling on which Trager rested Greenberg II was the Supreme Court's 2001 opinion in New York Times
v. Tasini, 533 U.S, 233. a '

In Tasini, the high court found that the Times' sales of its published news articles to online databases such as Lexis and
Westlaw infringed the copyrights of its freelance writers whose contracts had never contemplated the advent of digital
databases. ) -

This week, Lawrence Nodine, a partner at inteliectual property boutique Need!e & Rosenberg, called the Greenberg II
ruling "curious" for several reasons.

"Leave out for a second, the sitt.ing 2hd Circuit judge,” he said. "The rule is that you are bound by previous panel
decisions of the circuit that should only be reversed en banc.”

While an appellate panel would have authority to reverse a previous panel if there were a Supreme Court decision "on
point," Nodine suggested that Tasin/ was based on a different set of facts.

And dicta -- any explanatory commentary included in the high court opinion that does not directly address the facts of
the case under review -- "ought not entitle the panel [in- Greenberg iI] to disregard the previous decision," Nodine said.

"Whether or not the [Greenberg II1 panel could reverse without an en banc [hearing] is a very interesting question."

For a decade, the Greenberg and Tasini cases have pitted publishers against freelance photographers and writers -- all
of them seeking to define copyright law in the digital age. At stake are royalties and fees that publishers could be
forced to share with freelancers whenever they reproduce and seli those freelancers' previously published works in
merchandise designed for computer access.

As Birch noted in 2001 during oral argument in Greenberg I, "All this is about who gets the money, whether you
[publishers] can get the money or have to share it with some author."

Florida lawyer Norman Davis of the Miami firm Squire, Sanders 8 Dempsey, who represents Greenberg, insisted that
Tasini "has no relevance whatsoever to Greenberg I" and was not a proper basis for reconsidering and then mooting
the Birch opinion.

Davis added that his client has not decided whether to ask the i1th Circuit to reconsider Greenberg II en banc.

In an appellate brief in Greenberg II, Davis suggested that the 2nd Circuit's rulings in other National Geographic cases
"set up a conflict" with Birch's 2001 opinion "through the misapplication of Tasini* and argued that "any resolution of
the conflict between the two circuits should be left to the Supreme Court."

National Geographic Society executive vice president Terrence B. Adamsan -- a former Atlanta attorney who was a key
assistant to then-Attorney General Griffin B. Bell and remains President Carter's longtime personal lawyer -- said he
was "pleased and quite delighted" by Greenberg H

"This is & very important case,” he said. "It wasn't/ that we were selling a lot of product, but it is our archive, There are
now almost 120 years of National Geographic. It' s our whole history and archive of what this organization has been
about." u’ .

The CD set, Adamson asserted, is not a new use/of formerly published issues. "It's the same use. ... because the
practice had been for 40 to 50 years to do mmrofllm and microfiche, which everyone understood” and whlch reguired
no additional royalty payments to freelancers. *It's the same resuit if you put it on CD-ROM, or DVD."

The Tasini case was one of the most widely watched copyright cases to reach the Supreme Court in years. Freelance
authors of articles previously published in newspapers and magazines, led by Jonathan Tasini, brought claims of
copyright infringement against publishers and owners of electronic databases that had made the articles widely
available via the Internet.

A federal district court found for the defendant publishers but was reversed by the 2nd Circuit, which ruled in favor of
the writers. In a 7-2 opinion issued June 25, 2001, the high court affirmed the 2nd Circuit's appellate ruling.

Writing for the majority, Justice Ruth Bader Ginsburg determined that electronic and CD-ROM databases containing
individual articles from multiple editions of magazines, newspapers and other periodicals could not be considered
"revisions" or revised editions of the previpusly published issues.

"[Tlhe Databases reproduce and distribute articles standing alone and not in context, not 'as part of that particular
collective world' to which the author contributed, 'as part of ... any revision' thereof or 'as part of . any later collective
work in the same series,” she wrote, citing federal copyright law.

Under the terms of Section 201(c) of the 1976 revisions to the Copyright Act of 1909, Ginsburg wrote, "A publisher
could reprint a contribution from one issue in a later issue of its magazine, and could reprint an article from one edition
of an encyclopedia in a later revision of it, but could not revise the contribution itself or include it in a new anthology or
an entirely different collective work. ...

"If there is demand for a freelance article standing alone or in a new collection, the Copyright Act allows the freelancer

to benefit from that demand; after authorizing initial publication, the freelancer may also sell the article to others," she
noted.

http:/fwww.law.com/jsp/law/LawArticleFriendly.jsp?id=1 182330349955
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"It would scarcely preserve the author's copyright in a contribution as contemplated by Congress," Ginsburg concluded,
"if a print publisher, without the author's permission, could reproduce or distribute discrete coples of the contribution in
isolation or within new coliective works. The publishers' view that inclusion af the articles in the databases lies within
the 'privilege of reproducing and distributing the [articles] as part of ... [a] revision of that collective work,' is
unacceptable.”

The majority In Tasini also dismissed an analogy offered by publishers that digital databases were akin to microfilm and
microfiche reprints, which have not:prompted copyright infringement claims.

“Ginsburg noted that databases "dofnot perceptibly reproduce articles as part of the collective work to which the author
contributed or as part of any 'revision® thereof, ... We would reach the same conclusion if the Times sent intact
newspapers to the electronic publishers."

The Greenberg cases stem from The National Geographic Society's creation of "The Complete National Geographic”" -- a
30-disc CD-ROM set containing complete reproductions of every issue of National Geographic published in the
magazine's history. Four of those issues included photos by Greenberg, who had reclaimed his copyrights from the
Nationa! Geographic Society after publication.

"The Complete Nationa! Geographic" was powered by cbpyrighted software programs and included -~ In addition to the
magazine reproductions -- an animated montage of photos set to music and a Kodak commercial. The National
Geographic registered a separate, and new, copyright for the CD-ROM set in 1997,

In Greenberg I, Birch -- writing for the pane! -- stated that "common-sense copyright analysis compels the conclusion”
that the National Geographic, in collaboration with a software company, has created "a new product ... in a new
medium, for a new market that far transcends any privilege of revision or other mere reproduction” envisioned by
federal copyright law.

Birch specifically dismissed arguments offered by National Geographic lawyers that the CD-ROM sets were merely a
republication of a pre-existing work no different from converting the magazines to microfilm.

"[T1he critical difference, from a copyright perspective, is that the computer, as opposed to the machines used for
viewing microfilm and microfiche, requires the interaction of a computer program in order to accomplish the useful
reproduction involved with the new medium,” Birch wrote, "These computer programs are themselves the subject
matter of copyright, and may constitute original works of authorship, and thus present an additional dimension in the
copyright analysis.” :

On remand, a district judge in Florida, using Greenberg I as a guide, awarded Greenberg $400,000 in 2004, three
years after Tasini. ’

After the Tasini ruling, National Geographic again appealed, resulting in last week's ruling.

In Greenberg II, Trager, joined by Kravitch and Barkett, sided with his home circuit, which since Tasini has rejected
claims against National Geographic by other freelance writers and photographers.

Like the 2nd Circuit, Trager acknowledged that Tasin/ had not addressed the issue directly. But he suggested that the
high court had given "tacit approval" to microfilm and microfiche as non-infringing.

"Under the Tasini framework, the relevant question is whether the original context of the collective work has been
preserved in the revision," Trager wrote. "Clearly, the replica portion of the ["Complete National Geographic"]

preserves the original context of the magazines, because it comprises the exact images of each page of the original
magazines."

But in direct contrast to Greenberg I, the Trager opinion asserted that software programs embedded in the CD-ROM did
not alter "the original context of the magazine contents."

L. Donald Prutzman, a partner at Tannenbaum Helpern Syracuse & Hirschtritt in New York who submitted an amicus
brief in Tasini for the American Society of Media Photographers, called Greenberg II "a reaction to the 2nd Circuit's

decision -- on behalf of another photographer with respect to the same product -- which declined to follow Greenberg
[I] .lt

Prutzman said the 2nd Circuit, in Faulkner v. National Geographic Enterprises, 409F.3d26, datermined that Tasini would
allow publishers to reproduce previously published articles in digital format as fong as they were presented as part of
an entire issue. On the other hand, "The National Geographic product added a number of bells and whistles," he said.
"There was a basis for a holding that it was a new product, not just an alternative form of the magazine."

Post-Tasini appellate court opinions suggest that, "As long as you reproduce the publication in the same form it was
published you haven't infringed,” Prutzman continued. "But if you disaggregate it into separate articles and make them
separately available, then you have infringed."

Leon Friedman, a professor of copyright law at Hofstra Law School, who filed an amicus brief on behalf of The Authors
Guild in Tasini, suggested that, contrary to the Greenberg IT opinion, "I don't think Tasini dealt directly with this issue.
+.. I think people are reading a little too much into Tasini."

To reach the conclusion opined in Greenberg II, "You have to read a ot between the lines ... I don't think Tasini
compels the result in this case." Because of that, Friedman said he suspects that the U.S. Supreme Court "would take
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that case™ on writ of certiorari. After issuing Tasini, the high court denied cert in Greenberg I, which the Birch panel
had published six days before Tasini was argued.

But New York attorney Charles S. Sims -- who filed an amicus brief in Tasini for The Association of American Publishers
in support of The New York Times -- said, "Thg 11th Circuit was wrong in 2001 and corrected itself in 2007. The
analysis that the Tasini Court used was one of the reasons why it was so clear the 11th Circuit was wrong. It's certainly
useful that they have corrected their error and brought themselves in iine with the 2nd Circuit Court of Appeais.”
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