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|. INTRODUCTION

A. A Perennial Problem of Patentability

A perennia problem of patentability, [n1] most familiar in the chemical arts, isthe
weight to be given unexpected properties or advantages of an invention, particularly vis-
aVvis expected properties. It iswell known that the existence of unexpected properties of
an invention must be considered in determining obviousness as awhole. It is likewise
known that the existence of unexpected properties may not preclude a finding of
obviousness. The decision maker must decide when unexpected properties, among other
factors, succeed in tipping the scales towards patentability.

Two recent Federal Circuit decisions, involving this perennial problem, have attracted
much attention. In the case of In re Wright, [n2] where the invention involved a
carpenter's level, the Federal Circuit held in effect that an unexpected property, alleged
by the inventor, of increased pitch-measuring capability, outweighed the expected
property, alleged by the PTO (United States Patent and Trademark Office), of increased
*132 visibility. In the case of In re Dillon, [n3] where the invention involved a fue
composition, the Federal Circuit held in effect that an unexpected property, aleged by the
inventor, of soot reduction, outweighed the expected property, alleged by the PTO, of
dewatering. This paper will explain what the author considers to be the potential
significance of Wright and Dillon. It is the author's opinion that the Federal Circuit, in
some cases, may be giving more weight to unexpected properties in the context of its
relation to the problem solved by the inventor. It is athesis of this pgper that the
consideration of the problem solved in Wright and Dillon was a critical analytical
element in these decisions, which resulted in (1) an inference of unobviousness in favor
of the applicant, and (2) the practical result that the PTO's prima facie determination of
obviousness was over-ruled and the burden of proof shifted from the applicant to the
PTO.

This paper will discuss generaly the significance of the "problem solved" as a
consideration in patentability, beginning with the Federal Circuit's explanation and
justification for its use in Wright and Dillon. The author will then address the objections,
hypothetical or otherwise, raised by the PTO and a number of commentators to the
Federa Circuit's consideration of the problem solved. The author will then discuss



various benefits that may be obtained by the appropriate consideration of the problem
solved in the determination of unobviousness under 35 U.S.C. 103 and Graham v. Deere
[n4]. Finally, to place Dillon in perspective, the author will review aline of court
decisions of which Dillon can be seen to represent a logical and, to some extent, expected
culmination.

I1. THE DECISIONS OF IN RE WRIGHT AND IN RE DILLON

A. Introduction

In In re Wright, [n5] the Federal Circuit held patentable a new structure for a carpenter's
level that had the unexpected property of enhanced pitch-measuring capability. The
typical carpenter's level is arectangular elongated instrument, having embedded in its top
mid-section a transparent vial containing aliquid and bubble. When the bubbleis
centered, the surface being measured by the level is adequately level. The Wright
invention comprised the combination of a barrel-shaped vial, disclosed in one prior art
reference, with a core pin centered in this vial. * 133 The core pin was disclosed in a
second prior art reference. In the latter reference, however, the core pin was centered in a
cylindrical-shaped vial and used to improve the visibility of the bubble. Although
Wright's new structure might be said to be a combination of elements that were in the
prior art, there was no suggestion in the prior art that this combination, if made, would
have the unexpected property discovered by Wright. The court held the invention
patentable, with the explanation that there was no suggestion or motivation to make this
combination in order to solve the problem of increasing pitch-measuring capability. [n6]

In the year following the Wright decision, the Federal Circuit, in In re Dillon, [n7] held
patentable a new chemical composition, directed to hydrocarbon fuel compositions
containing tetra-orthoesters for the reduction of soot emissions. Two prior art references
disclosed tri-orthoesters, the first reference for dewatering hydrocarbon fuels and
preventing phase separation between fuel and alcohol, and the second reference for use as
water scavenging in hydraulic fluids. The PTO Board had stated that there was a
"reasonable expectation” that the tri- and tetra-orthoesters would have similar properties
based on "close structural and chemical similarity” and concluded that the claimed
compositions would have been prima facie obvious. [n8] Consequently, the Board had
held that unless Dillon showed some unexpected advantage or superiority of the claimed
tetra-orthoester compositions as compared with the prior art tri-orthoester compositions,
the claimed compositions were unpatentable for obviousness. [n9] The court reversed the
PTO, holding that the property or use of reducing soot emissions was not taught or
suggested by the prior art and "no objective teaching in the prior art would have led one
of ordinary skill to make the claimed compositions in order to solve the problem that was
confronting Dillon." [n10]

It might be surmised that the PTO and the Federal Circuit in Wright and Dillon were
taking mirror opposite positions, that the court weighted unexpected properties more and



the PTO weighed expected properties more. However, whereas the Federal Circuit may
have weighted both unexpected and expected properties, giving greater weight to the
unexpected properties, the PTO explicitly gave no weight to the unexpected propertiesin
the determination of prima facie obviousness. The PTO position in Wright, which the
court criticized, was that since it would * 134 have been obvious to make the Wright
combination for the expected property of improved visibility of the bubble, it was
"immaterial” [n11] to a determination of prima facie obviousness that Wright's
combination improved pitch measurement. [n12] Similarly, the PTO position in Dillon
was that "it isimmaterial, in determining whether a prima facie case of obviousness has
been made that the prior art does not teach the unexpected property of reduction in soot "
[n13] and that "prima facie obviousness must be determined regardless of the properties
disclosed in the inventor's application.” [n14]

The PTO's reference to the inventor's unexpected properties as "immateria™ in the
cases of Wright and Dillon was a mistake, contrary to what 35 U.S.C. 103 and precedent
mandates. [n15] The PTO may have been over- ruled in Wright and Dillon anyway, but
by such an articulated mistake of law, the PTO placed itself "behind the eight-bal"” in
trying to persuade the court that it was right in its ultimate determination of obviousness.

Aside from the PTO's unfortunate use of the term "immaterial,” the PTO was arguably
reasonable in taking the position in both Wright and Dillon that a presumption or
inference of prima facie obviousness existed. In Dillon, the PTO had explicitly stated the
burden of proof was on the applicant to make a comparative showing between the
invention and the prior art. A comparative showing to rebut prima facie obviousness
usually involves the applicant showing that the invention is actually superior or has a
functional advantage compared to the prior art. [n16] This * 135 involves showing that the
cited prior art structure does not have the unexpected property of the claimed invention.
But, if that had been properly required of the applicants in Dillon or Wright, then the
applicant would have been placed in a no-win situation. Dillon could not provide
evidence that the prior art compound did not actually have the unexpected property,
because it did [n17] (Dillon had originally disclosed and claimed it as part of a generic
class of compounds). Likewise, Wright was not able to show that the prior art
combination would not have had the unexpected property of increased pitch- measuring
capability. [n18]

One author [n19] has suggested that, rather than actual differencesin properties, the
applicants might have presented evidence that the unexpected property was more
significant than the expected property. However, how could Wright have shown that
pitch- measuring capability was more significant than increased visibility, or how could
Dillon have shown that soot reduction was more significant than dewatering? It would be,
to some extent, like comparing apples to oranges. Theoretically, the superiority or
relative significance of an unexpected property might be shown by one of the so-called
indicia of obviousness, such as long-felt need or commercial success, but it did not
appear that such evidence was available to either Wright or Dillon.



In any case, although the PTO position in both Wright and Dillon was that prima facie
obviousness existed, adequate (objective) rebuttal evidence, relating to the alleged
unexpected properties, was either not available or not forthcoming. However, the Federal
Circuit, in effect, turned the tables on the PTO, holding that, under the circumstances of
Wright and Dillon, there was no prima facie obviousness.

B. The Controversy

The decision of In re Wright [n20] caused quite a stir in the PTO, as evidenced by a
series of articlesin the Journal of the Patent Office Society (JPOS). This adverse reaction
was exacerbated by the decision of In re Dillon, [n21] which involved similar issues to
Wright, leading the * 136 PTO to seek in banc review by the Federal Circuit. [n22]
Interestingly, of the four articles published in the JPOS on Wright, [n23] only one of the
authors would have categorically held that Wright's invention was obvious. The other
authors, athough having different views on the issues involved, appeared to admit that
the decision could reasonably have been decided either way. So why the big controversy?

One published reaction to Wright was quite negative. Rollins stated, "[Wright] diverges
from prior precedent in a manner [which], if intentional, represents a substantial change
in the law." [n24] Rollins problem with Wright apparently derived mainly from a single
sentence in the decision, in which the court stated "It is not pertinent whether Wright's
new structure also has the prior art attribute of increased visibility of the bubble, for this
isnot hisinvention.” [n25] Rollins was of the opinion that, if the court really meant this,
then it was "indeed a startling new development in the law™" [n26] and "represents a full
turn of the wheel from the ancient proposition that if the art reasonably teaches or
suggests what the inventor did, it is unpatentable even if unexpected results are obtained.”
[n27] In other words, Rollins feared the Federal Circuit was holding that the presence of
an unexpected property, when it represented the solution to a problem confronting the
inventor, would mandate patentability, and the expected property would then not be
considered in the determination of prima facie unobviousness (i.e., the mirror image of
what the PTO appeared to be saying). Nevertheless, Rollins was not espousing the view
that Wright's invention was definitely unpatentable, * 137 but proposed balancing the
significances of the unexpected and expected properties of the claimed invention. [n28]

Rollins also disputed the Federal Circuit determining obviousness on "the basis of [the
inventor's] purpose.” [n29] Rollins criticism was that the court "limited the issue of
obviousness to one of ordinary skill in the art attempting to solve the problem upon
which the inventor was working." [n30]

The present author's view is that the Federal Circuit's statement that the expected
property of increased visibility was not "pertinent” can be reasonably interpreted merely
to signify that the allegedly expected visibility aspect of the claimed structure was not
pertinent to the problem solved by the inventor Wright. The court was not saying that it
was hot relevant or material, as a factor, to the determination of obviousness. In any case,
the later decision of Dillon made clear that the problem solved is only one consideration



in the determination of obviousness, not the sole consideration, as feared by Rollins. (The
issue, raised by Roallins, of the propriety of considering the problem facing the inventor in
the determination of obviousness, will be discussed in section |11 D of this paper.)

In "Comment: Was Wright Right?' [n31] Lastova believed, like Rallins, that Wright
contradicted significant statutory and case law. Also, like Rollins, she was of the opinion
that Wright was contrary to 35 U.S.C. 103 because, "The Federa Circuit appearsto be
giving weight to thought processes of the inventor, i.e., what made him do what he did."
[n32] She, like Rollins, objected to giving weight to Wright's motivation for doing what
he did, finding it irrelevant to whether one of ordinary skill in the art would have found
the invention obvious. She apparently considered a patent examiner's thought processes
the sole appropriate determinant of what would have been obvious to the ordinary artisan.
Moreover, Lastova stated, "even if structure was in the claim to support the unobvious
purpose, substantial case law dictates that the intended use of a device is only limiting to
the extent that the prior art device must be incapable of being used for Applicant's
purpose, if patentability isto lie." [n33] Therefore, Lastova would hold that in order for
Wright's invention to be patentable, the prior art core pin, which *138 resulted in alevel
with enhanced visibility of the bubble, must have been incapable of providing visibility in
Wright's device to be patentable. Thus Lastova was not only in agreement with the PTO's
mistaken opinion [n34] that the unexpected property was "immaterial” in determining
prima facie obviousness, but she would have taken the more extreme position that the
applicant was required to show that the expected property was not present in the claimed
structure, a requirement generally contrary to the CCPA's decision in In re Hoch (1970).
[n35]

Finally, in "Comment: The Wright Controversy," [n36] Silverberg this time sided with
the Federal Circuit, but misconstrued Rollins article, saying Rollins implied "that a novel
combination with an unexpected result would have been obvious if a different rationale
existed for producing the novel combination.” [n37] In fact, Rollins stated he would have
considered the relative significance of the unexpected and expected properties.

Silverberg believed that a significant point concerning Wright was that "there was no
desired result in common between the Wright structure and the prior art.” [r38] However,
this statement was not precisely correct. The expected property of increased visihility,
allegedly motivating the combination in the prior art, was not desired by Wright because
it was not pertinent to the problem solved. In contrast, there must have been desired
properties or results in common between the prior art devices and the invention, since
both had the same utility as a carpenter's level.

Silverberg saw no general significance to the Wright decision, reasonably concluding as
follows:

The problem of patentability when the prima facie case of obviousnessis based on a
rationale for an expected result that differs from applicant's desired unexpected result has
not been resolved. Wright is limited to a particular factual setting. The balance between
patentability and what belongs in the public domain in solving this problem needs to be
addressed. [n39]



C. The Potential Significance of In re Wright and In re Dillon

It isaproposition of this paper that the potential significance of In re Wright [n40] or In
re Dillon [n41] is that, when (as in Dillon) the prior art *139 involves a different utility,
or when (as in Wright) the prior art involves the same utility, but is not pertinent to the
problem solved by the inventor, then there may exist an inference leading to primafacie
unobviousness, thereby shifting the burden of proof in patentability away from the
applicant. The extent of this inference, however, will depend on the facts of the case.

In the context of the relative weight given an unexpected property relative to an
expected property, the Federal Circuit in the particular circumstances of Wright and
Dillon, favored the unexpected property and the applicant. The present author sees
Wright and Dillon as potentially of seminal significance, if followed, for three reasons.
These cases (1) may be a harbingerof a greater focus on the problem solved in
patentability, (2) suggest new general inferences, although varying in weight from case to
case, which inferences potentially favor the applicant, and (3) constrict, in some cases,
the ability of the PTO to make a prima facie obviousness case, and hence restrict the PTO
from requiring evidence of actual comparative properties. It will be seen that reasons (2)
and (3) can be viewed as a consequence of the consideration, by the Federal Circuit, of
the problem solved by the inventor.

[1l. THE "PROBLEM SOLVED" AS A CONSIDERATION IN PATENTABILITY

A. The Problem Solved Under 35 U.S.C. 103

In Wright and Dillon, the Federal Circuit appeared to place new emphasis on a factor
referred to as "the problem solved," and to weigh it heavily in favor of the applicant. The
Federal Circuit was apparently of the view, not only that the unexpected properties of the
invention must be considered, but that the unexpected properties may be given increased
significance as part of the solution of the problem faced by the inventor. The Federal
Circuit, in Wright, stated that the problem solved is aways relevant to the issue of
obviousness:

The PTO position isthat it isirrelevant that Wright's structure was for a purpose, and
has properties that are neither obtainable from the prior art structures, nor suggested in
the prior art. In thisliesthe PTO's error . . . . The determination of whether a novel
structure is or is not "obvious' requires cognizance of the properties of that structure and
the problem which it solves, viewed in light of the teachings of the prior art. See, e.g., In
re Rinehart, 531 F.2d 1048, 1054, 189 USPQ 143, 149 (CCPA 1976) (the particular
problem facing the inventor must be considered in determining obviousness). . . Thus the
guestion is whether what the inventor did would have been obvious to one of ordinary
skill in the art attempting to solve "the problem" upon which the inventor was working.
Rinehart, 531 F.2d at 1054, 189 USPQ at 149 . . . The problem upon which Wright was



working was improving the pitch-measuring capability of the level, not the visibility of
the bubble. The PTO, having conceded that Wright's structure was unobvious for his
intended * 140 purpose, erred in holding that this was not relevant. The problem solved by
the invention is always relevant. [n42]

Subsequent to the Wright decision, the PTO, in the case of Dillon, asked the Federal
Circuit to review its holding in Wright with respect to the court considering the problem
facing the inventor in adjudging whether a novel structure would have been obviousin
terms of 35 USC § 103. [n43] Judge Newman (who also wrote the Wright opinion)
spoke for the Federal Circuit and forcefully responded to this challenge, stating:

[ The] decision maker must consider the problem confronting the applicant in order to
ascertain how a person of ordinary skill would view the problem and its solution. In re
Gyurik, 596 F.2d 1012, 1018, 201 USPQ 552, 557 (CCPA 1979): "An element in
determining obviousness of a new chemical compound is the motivation of one having
ordinary skill in the art to make it. That motivation is not abstract, but practical, and is
always related to the properties or uses one skilled in the art would expect the compound
to have if made." . . . Consideration of the problem facing the inventor is an element of
perceptive analysis of whether the invention as a whole would have been obviousto a
person of ordinary skill. It is not a new parameter in obviousness determinations. [n44]

Thus, the Federal Circuit clearly stated that, not only was consideration of the problem
solved consistent with 35 USC 103, but it may be a necessary element in the
determination of what would have been obvious to one of ordinary skill in the art.

Consideration of the problem solved, as one factor in the determination of obviousness,
isnot new. [n45] But prior to Dillon and Wright it has not been frequently or consistently
mentioned in previous decisions of the CCPA or Federal Circuit in the context of what
would have been obvious. Therefore, recent Federal Circuit cases, as represented by *141
Wright and Dillon, may represent a newly heightened focus on the problem solved "as an
element of perceptive analysis' in the determination of patentability. [n46] Consequently,
an unexpected property, in its relation to the problem solved by the inventor, may be
weighed more heavily by the courts in the analysis of unobviousness, tipping the scalesin
some cases. Of course, that is certainly not to say that in every case, where the
unexpected property of an invention is the solution to a problem, that other countervailing
evidence or considerations may not counterbalance or tip the scales to a conclusion of
obviousness. [n47]

B. Hypothetical Objections to Considering the Problem Solved

As mentioned above, a number of commentators have raised hypothetical objections to
the consideration of the problem solved by the inventor in determining what would have
been obvious. Many of these objections are based on the fal se assumption that
consideration of the problem solved would always have dispositive weight. However, as
made clear by the Federal Circuit, it is only one factor, of varying weight. In a given case,
it may have very little weight. The weight given the problem solved can potentially cover



the spectrum of probativeness, depending on the facts. However, in some cases, asin
Wright and Dillon, it may indeed appear to be a dispositive factor.

Of course, every invention potentially could be cast in terms of a problem solved. [n48]
But it is probably true that, for maximum probativeness * 142 and credibility, the
applicant should commit himself early on as to what he considers the problem solved.
[n49] Nevertheless, to some extent, the weight given the problem solved may depend on
the truthfulness of the applicant. For example, consider the following hypothetical.
Suppose an inventor was looking to patent a new carpenter's level for the very reason of
increased visibility, but in studying the prior art, he realized it was an expected function
or property. What if he then drafted an application stressing the problem solved as
increased pitch- measuring capabilities, in reality arelatively insignificant secondary
feature? Although such a hypothetical might represent an imperfection in the system, it is
aremote possibility. First, an applicant will usually not be able to guess exactly what
prior art an examiner will citein agiven case. Second, an applicant should not be
presumed to be dishonest or fraudulent as portrayed in this hypothetical. And third, such
an applicant would run the risk of such deviousness being uncovered in an inter partes
proceeding or litigation. [n50]

As indicated in the last section, a common objection of some commentators to the use of
the problem solved is that it is contrary to 35 U.S.C. 103, which is defined in terms of the
person of ordinary skill in the art, and states that " Patentability shall not be negatived by
the manner in which the invention is made." Such commentators argue that the inventor's
purpose is irrelevant and an invalid reference to the inventor's mind, as would be the
consideration of whether a"flash of genius’ was involved in the invention. [n51] One
obvious answer to the latter argument is that the invalid "flash of genius' test was an
improper requirement of patentability. Consideration of the problem solved does not
negative patentability; it is merely evidence to be considered, not to be * 143 disregarded.
Thereis no valid reason why the problem solved (or, in other words, the problem
confronting the inventor) cannot be objective evidence in the consideration of what
would have been obvious to the person of ordinary skill, apart from the subjective mind
of the inventor. Query: Why is the inventor's point of view, in terms of the problem
confronting an inventor, which is likely objective evidence of what was obvious or
unobvious to one of ordinary skill in the art, not probative? Why is an examiner's view of
looking for any reason for obtaining the invention or combining references the sole
measure of what would have been obvious to the person of ordinary skill? The problem
facing the inventor is objective in the sense that it actually happened in commercial
reality. On the other hand, the examiner's view is in some ways an artificial, theoretica
rationalization made by the examiner while working in alargely paper world, for
example, combining one obscure reference from 1904 with another reference, thousands
of patents later, from 1965, in order to obtain the disclosed invention, and thereafter
looking for any post-invention rationale for justifying the combination of references.

C. A Comparison to the European PTO "Problem and Solution Approach” to
Patentability



As a comparative study, it is interesting to note that the European Patent Office (EPO)
has from the beginning adopted a "problem and solution” approach to obviousness,
laying considerable emphasis on the formulation of the problem to be solved. [n52] Rule
27(1)(d) EPC expressly refersto the disclosure requirement that the patent application
must "disclose the invention as claimed, in such terms that the technical problem and its
solution can be understood.” However, the technical problem need not be expressy stated
in the specification, aslong as it isimplied by the disclosure. [n53] On the other hand, the
problem and solution * 144 approach with respect to determining inventiveness (The EPO
analogue to PTO unobviousness) isajudicial doctrine, not mentioned in the Convention
law on inventiveness. The problem and solution approach was articulated by an Appeal
Board in the first reported decision on obviousness, the Carbonless Copying Paper case,
in which it was stated that, "Assessment of the inventive stop of a chemical invention . . .
has to be preceded by a determination of the technical problem based on objective
criteria” [n54] The problem and solution approach was discussed at length shortly
afterwards in Metal Refining/BASF [n55] where the Appeal Board stated:

When assessing inventive stop it is not a question of the subjective achievement of the
inventor. It is rather the objective achievement which has to be assessed. Objectivity in
the assessment of inventive step is achieved by starting out from the objectively
prevailing state of the art, in the light of which the problem is determined which the
invention addresses and solves from an objective point of aview and consideration is
given to the question of the obviousness of the disclosed solution to this problem as seen
by the man skilled in the art and having those capabilities which can be objectively
expected of him [n56]

Szabo, a member of an EPO Board, published an article in which he stated, with
reference to the problem and solution approach, "Objectivity in thisrespect is. . . the
opposite of subjectivity, that is, an unbiased, fair inquiry.” [n57] Szabo further stated:

The relevant question is whether the skilled person, having studied the closest state of
the art and being guided by the technical problem, would also become aware of the
necessary particular modifications from his general knowledge and aso from his
familiarity with other related art in order to make the desired effect available. Could he
have found in these direct sources a basis for al the features of the modification with a
reasonable expectation of the effect as such? If the modifying features were in themselves
also disclosed elsewhere, would they aso, so to speak, carry with them the desired effect
from their original environment? Instead of the question "is it obvious?' we should ask
"obvious for what?' [n58]

Either coincidentally or not, the new emphasis by the Federa Circuit on the problem
solved may be to some extent an example of international harmonization of patent laws.
Of course, the "problem and solution approach” of the EPO is by no means identical to
the "problem * 145 solved" consideration of the Federal Circuit in Wright and Dillon.
Thereisacritical difference; the consideration of the problem solved by the Federal
Circuit is used only as one possible factor and it is never a requirement of patent law.
Moreover, any comparison of the Federal Circuit's consideration of the problem solved to
the EPO's problem and solution approach must be undertaken cautiously, for the effect of



considering either may very well depend on its relationships with other aspects of
patentability, which may differ subtly but significantly between the EPO and the PTO.
For example, differing standards of prima facie obviousness could very well affect the
impact and significance of the problem solved in patentability. [n59] Nevertheless, as we
shall see, there are some elements in common between the problem solved, as considered
by the Federal Circuit, and the problem and solution approach taken by the EPO Board of
Appedls.

D. The Benefits of Considering the Problem Solved

1. The Problem Solved in Determining What Would Have Been Obvious

Besides having basis in statute, as indicated by the Federal Circuit, the present author
believes that appropriate consideration of the problem solved may have significant
benefits in patent law. It is aready well known and accepted that consideration of the
problem solved helps in defining the pertinent art, which is the first factual inquiry of
obviousness under Graham v. Deere. [n60] However, the In re Wright [n61] and In re
Dillon [n62] decisions now focus on considering the problem solved in relation to an
ultimate question of obviousness, what would have been obvious to the person of
ordinary skill in the art.

a. The Problem Solved as an Antidote to Hindsight

One benefit of a decisionmaker considering the problem solved by the inventor, in the
determination of obviousness, is that it counters the forbidden tendency of hindsight.
Hindsight is one of the most ubiquitous and insidious pitfalls in the determination of
patentability. Hindsight is described by Harris as follows:

[Of] course, the determination of what the prior art would suggest to this hypothetical
person [of ordinary skill in the art] is to be made by one who does know the present
invention, but who is expected to, in a sense, put that knowledge momentarily aside while
viewing the prior art through the eyes * 146 of the person of ordinary skill, while at the
same time keeping the knowledge well in mind, since he must recall clearly just what it is
that the prior art must suggest, in order to render the invention obvious. . . The task of
avoiding the pitfall of "hindsight” is rendered considerably more difficult because of the
amorphous, unfocused nature of the inquiry . . . All of these mental acrobatics are
commanded to be performed, not as some esoteric exercise for patent law scholars, but
rather as aregular part of the day-to-day practice of patent law, to be carried out by
thousands of patent attorneys, patent examiners, and district judges. [n63]

Once a claimed invention isin front of the decisionrmaker, it may be relatively easy to
develop arationale or reasons for obtaining the invention for expected properties or
reasons. The problem solved approach can be viewed as an antidote to such hindsight. As
possible objective evidence of what would have been obvious, it removes a possibly



undue focus on post- invention factors. It is capable of providing evidence of the pre-
invention motivations of one of ordinary skill in the art, represented by the inventor,
facing the problem in view of the state of the art. In this respect, consideration of the
problem solved has a benefit which the EPO Board has attributed to the problem and
solution approach. As stated by the EPO Appea Board in Metal Refining/BASF,

[S]tarting out from the objectively prevailing state of the art, in the light of which the
problem is determined which the invention addresses and solves from an objective point
of view . . . avoids the retrospective approach which inadmissibly makes use of
knowledge of the invention, as feared by the appellant. [n64]

b. The Problem Solved as a M easure of the Relative Motivation of the Person Skilled in
the Art

Another benefit of considering the problem solved by the inventor, in the determination
of obviousness, isthat it provides evidence of the motivation (or lack thereof) of the
person skilled in the art, that is, the relative motivation to obtain the claimed structure for
the unexpected property versus the expected property. The Federal Circuit has stated as a
general proposition that the hypothetical person of ordinary skill is presumed to have
knowledge of all prior art reference that are sufficiently related to the field of the
invention. [n65] This hypothetical person must be viewed as working in his shop with the
prior art references, which he is presumed to know, hanging on the walls around him.
[n66] * 147 However, knowledge by the person of ordinary skill is to be distinguished
from motivation. The knowledge of individual items or features in the prior art, although
logically achieving in combination an expected result, does not necessarily mean that one
of ordinary skill would have any motivation to make such a combination.

As mentioned above, an examiner, after combining references to match a disclosed
invention, may be able to arrive a avery logical rationalization for why a person of
ordinary skill would have obtained the claimed invention. [n67] These reasons are liable
to take on an importance or persuasiveness that may not have existed in pre-invention
reality, especially when severa patents are looked at side by side, inisolation from
thousands of other patents, as if they were the alpha and omega of the art. In hindsight,
the invention may appear to flow naturally and logically from the prior art as represented
by afew patents. However, in redlity there may have been very little motivation for one
of ordinary skill to combine itemsin separate patents. For example, there may in actuality
have been better and/or much more likely ways, other than by means of the claimed
structure, for a person of ordinary skill in the art to have achieved the aleged expected
results and therefore little motivation or positive incentive to ever do it for the allegedly
expected reasons. Nevertheless, a PTO rejection or rationalization for obviousness may
very well make it appear more obvious than it really would have been in terms of
motivation, because, as commented by others, it is very difficult, if not impossible, to
gauge or even define motivation. [n68]

*148 The Federal Circuit has frequently expressed skepticism to arguments by an
infringer that an invention would have been obvious, based on paper patents, when faced



with evidence of real world significance of the invention. [n69] This skepticism has
often been expressed in terms of an apparent lack of motivation in the prior art to obtain
the claimed invention. [n70]

*149 It is theorized that the Federal Circuit may give greater weight to the unexpected
properties of an invention, particularly relative to expected properties alleged by the PTO,
by means of a two-pronged approach: On the ore hand, giving an unexpected property
alleged by the applicant greater weight, by means of its relationship to the problem
solved and, on the other hand, giving less weight to an expected property alleged by an
infringer or the PTO, by means of the lack of evidence of motivation or suggestion to
obtain the invention (or combine references) for the expected property. Such a two-
pronged approach may, in some cases, hegate prima facie obviousness and obviate the
need for an applicant to make and present a comparative showing of actual differences.

Mr. Szabo has similarly discussed the relationship of the EPO's "problem and solution
approach” to the motivation of the skilled artisan. Szabo stated:

The effect-centred problem and solution framework stresses the motivation of the
skilled person or lack of it . . . It is the besetting sin of inexperienced tribunal's, noticeable
particularly in the US and Japan, to overvalue resemblances between the art and the
claimed matter without considering properly why anyone would come up with it.
Inventors sometimes have bright ideas, and at one time were encouraged to look for
happy accidents, but usually they solve problems, and are encouraged to do that
nowadays. Examiners tend to say, however, from mere resemblances, that the matter was
easily thought of (Japan) or was prima facie obvious (US), on the basis of much
hindsight. We have to put them off this. The effect-centred problem and solution
framework gets away from this. [n71]

In the same vein, Szabo further stated that the skilled artisan in practice is motivated by
the need to solve problems. Accordingly, by means of the "concrete terms’ of the
problem and solution approach, the determination of inventiveness is "brought down to
earth:

[The] technical problem is more than a mere scientific query or search for more
knowledge. It is rather a consequence of a recognition of some shortcomings or
inadequacies in the available technical means, in their application or their range of
choice. . .[For example, the] assumption that research chemists blindly synthesize new
compounds without the slightest notions and hopes about specific applications in the field
is far removed from * 150 redlity . . . . The consideration of the inventive step, like the
recognition of the effect involved, must avoid an excessively abstract approach far
removed from the practical thinking of the skilled person [citing Production of hollow
thermoplastic objects/Solvay, Case T 05/81, Mechanical Board, OJ 7/82, Headnote 11].
[n72]

2. The Problem Solved in Ascertaining the Pertinent Art



It is somewhat ironic that the PTO in Dillon advocated that the problem solved, or
problem facing the inventor, was not a proper consideration under 35 USC 103, [n73]
when in fact it has been clearly relevant since Graham v. Deere, as away to ascertain the
first basic factual inquiry of obviousness, namely what is "the scope and content of the
prior art." In this regard, however, the role of the problem solved is generally believed to
broaden the scope of the pertinent prior art, and hence may be considered as disfavoring
the applicant and favoring a PTO decision of obviousness. Chisum states that " Clearly
the trend is 'to widen the scope of the prior art which can be considered pertinent." [n74]

The statute 35 U.S.C. 103 states, in part, that a patent may not be obtained "if the
differences between the subject matter sought to be patented and the prior art . . . would
have been obvious. . . to a person having ordinary skill in the art to which said subject
matter [of the invention] pertains.” [emphasis added] Therefore, determining the
patentability or unobviousness of an invention requires determining what is the prior art
to which the subject matter pertains, or "the pertinent art.”

Section 103 does not define what is the "art to which the subject matter [of the
invention] pertains." However, there is ample justification in the case law for the view
that ascertaining the pertinent prior art is a combination, or two-step, approach. Kayton
states, "[A]ccording to CCPA and Federa Circuit cases, [pertinent art] isall art that is
either in the field of technology of the claimed invention or deals with the same * 151
problem solved by the claimed invention even though outside the field of technology of
the invention.” [n75]

A two-step approach to ascertaining the pertinent prior art can be implied in the
Supreme Court decision of Calmar, [n76] part of the so-called "Graham v. Deere trilogy”,
wherein the Court rejected the patentee's argument, with respect to an insecticide spray
bottle invention, that patents having to do with capping problems of containers with
pouring spouts were not pertinent prior art in considering a patent on the capping of
pump sprayers for insecticide containers. The Court stated:

[S]o restricted a view of the applicable prior art is not justified. The problems
confronting Scoggin and the insecticide industry were not insecticide problems; they
were mechanical closure problems. Closure devices in such a closely related art as
pouring spouts for liquid containers are at the very least pertinent references. [n77]

The CCPA in In re Wood [n78] explicitly stated:

The determination that a reference is from a nonanalogous art is therefore twofold.
First, we decide if the reference is within the field of the inventor's endeavor. If it is not,
we proceed to determine whether the reference is reasonably pertinent to the particular
problem with which the inventor was involved. [n79]

The Federa Circuit, in In re Deminski, [n80] cited Wood and adopted its "two-step test"
for ascertaining whether two references are properly combinable * 152 within the scope of
the pertinent prior art. Other cases may be cited in support of this proposition. [n81]



Kayton considers the "two-pronged inquiry," as to what is the pertinent prior art, to be
so difficult as to make "a nonranalogous art attack on the propriety of the rejection almost
always doomed to failure." [n82] Kayton cites Pantec, Inc. v. Graphic Controls Corp.
[n83] as an example where a prior art reference was outside the field of technology, but
pertinent to the problem solved. (The term "non-analogous’ is derived from the so-called
"doctrine of analogous and non-analogous arts." The term "analogous’ may be used
synonomously with "pertinent,” although it is typically applied to the particular question
of whether prior art references are properly combinable. [n84])

In summary of Part I11 D of this paper, important benefits are obtained by considering
the problem solved by the invention, in the determination of obviousness. [n85]

*1531V. THE ROLE OF THE PROBLEM SOLVED IN PATENTABILITY

A. A Line of Cases Leading to In re Dillon

The decision of In re Dillon [n86] can be placed in perspective by considering it as part
of aline of cases decided by the CCPA and the Federal Circuit. In this line of cases, both
expected properties and unexpected properties were considered and the invention found
prima facie unobvious.

These cases are similar in that the Patent Office cited structurally similar prior art and
alleged that a person of ordinary skill would have obtained the claimed invention for the
expected properties of the structurally ssimilar prior art. Hence, the PTO required evidence
of unexpected properties, in the form of actual comparative tests, to rebut primafacie
obviousness. [n87]

In Table A on the following page, we see this line of cases, categorized based on the
utility of the closest prior art structure, vis-a-vis the claimed structure. In this respect, the

range of prior art structures comprises "no utility,” "utility as an intermediate,” "different
utility,” and "same utility, but not pertinent to the problem solved.”

*154 Table A

Cases Reviewed
Category Prior Art  Inference [llustrative Case
Chemical Cases

1 No Utility  PrimaFacie Inre Steminski [n88] (1971)
Unobvious



2 Utility as  PrimaFacie InreLau[n89] (1984)
an Intermediate  Unobvious

3 Different  PrimaFacie Inre Dillon[n90] (1989)
Utility Unobvious

Mechanical Case

4 Same Utility, but Prima Facie InreWright [n91] (1988)
not Pertinentto  Unobvious

Problem Solved

Each category in Table A and its relationship to the other categories will now be briefly
discussed.

1. The Cited Prior Art Has No Utility

Category Onein Table A is directed to chemical casesin which the prior art structure
cited against the claimed novel invention has no known utility. In such cases, thereis a
relatively strong presumption of unobviousness. The leading case is In re Steminski.
[n92] The invention involved a class of organotin compounds useful as antioxidants in
hydraulic, heat exchange, and lubricant fluids. The PTO had considered the claimed
compounds "clearly rendered obvious to one skilled in the art by the combined
disclosures' of the references, in the absence "of a proper showing to negate structural
obviousness raised by the reference combination.” The court stated that when the prior art
compounds have no utility, then such a burden of proof is not on the applicant:

[T]he Office's reliance on structural obviousness and its attendant requirement for
proof of unexpected differences between appellant's claimed compounds and those of the
prior art is obviously inappropriate. In circumstances * 155 of the type existing here, such
a burden of proof is not required on appellant. Thetin Il compounds of the primary
references are neither homologues nor isomers of the presently claimed tin II compounds.
[Inview of Lalu, infra, even if the compounds in the references were a homologue or
isomer would probably make no difference today] Moreover, the primary references. . .
do not positively disclose any utility whatsoever for the tin 11 compounds disclosed
therein . . . Where as here, the utility is not disclosed, taught or suggested for the prior art
compounds but in fact the art is silent on any utility for the prior art compounds, the
discovery of the utility itself is evidence of the unobviousness of the novel compounds. .
. [W]hat on this record -- other than abstract, theoretical or academic considerations --
would lead one of ordinary skill to change the structure of the reference compounds to
obtain the claimed compounds? Certainly no practical considerations which promote the
progress of useful arts or are of use to society are manifest. How can there be
obviousness of structure, or particularly of the subject matter as a whole, when no



apparent purpose or result is to be achieved, no reason or motivation to be satisfied upon
modifying the reference compound's structure? [emphasisin original [n93], [n94]

Today, it may seem strange that the PTO rejected the invention. The PTO appeared to
look only at the structure of the invention and seemed to ignore the unexpected properties
altogether. However, the PTO's rationale was basically that, even though the prior art
compound had no usg, if any were found, the invention would have had that use, because
of the expectation of the same properties.

The CCPA's decision in Steminski, over-ruling the PTO, can be viewed as holding that
expected properties of a claimed compound are given less weight when the properties are
not associated with any utility. It might also be viewed as ore extreme case of the alleged
expected property of an invention not being pertinent to the problem solved (anti-
oxidation) by the inventor, for it was not pertinent to any problem solved.

2. The Cited Prior Art Has Utility as an Intermediate

Category Two in Table A is directed to chemical cases where the cited prior art
compound has utility only as an intermediate. There appears to be a moderate
presumption or inference of unobviousness. The leading caseisInre Lau. [n95] The
invention related to perfluoroakyl sulfoxyl chlorides and bromides having several uses,
including utility as corrosion * 156 inhibiting agents. The PTO rejection was "based on
structural obviousness' over aprior art reference which taught homologous compounds,
which compounds were useful as an intermediate or a starting compound. Moreover,
there was unequivocal identification and isolation of these prior art compounds. [N96]
The court, extrapolating from the decision in Steminski, stated:

In obviousness rejections based on close similarity in chemical structure, the necessary
motivation to make a claimed compound, and thus the prima facie case of obviousness,
rises from the expectation that compounds similar in structure will have similar
properties. No common-properties presumption rises [emphasis added] from the mere
occurrence of a claimed compound at an intermediate point in a conventional reaction
yielding a specifically named prior art compound. That an intermediate/end-product
relationship exists between a claimed compound and a prior art compound does not alone
create a commont properties presumption. Absent that presumption or other evidence of
motivation, it cannot be said it would have been obvious. . . . [n97]

In this case, the court held that in such circumstarces, there was no presumption of
obviousness, which amounted to a presumption of unobviousness, with its practical
ramification that comparative tests generally could not be required by the PTO. [n98]

Perhaps the court in Lalu felt that utility as an intermediate is usualy not of such
significance as would have motivated the person of ordinary skill in the art to obtain the
claimed compound. Lalu might also be viewed as a case of an expected property, namely
utility as an intermediate, having no pertinence to the problem solved (corrosion
inhibition).



3. The Cited Prior Art Has a Different Utility

Category Threein Table A is directed to chemical cases in which the claimed novel
invention has a different utility than the prior art cited against it. Although the situation in
Category Two in Table A could also be said to involve a different utility (as an
intermediate), this Category Three might be more accurately defined as involving two
different and potentialy equally significant end uses or utilities. In such a case, based on
the recently decided Dillon, there would now appear to be a moderate presumption or
inference of unobviousness. As noted earlier, Dillon's invention was directed to a class of
tetra-orthoester compounds useful as an additive for fuels for the purpose (unexpected
property) *157 of reducing soot emissions during the combustion of fuel. There were
structurally very close compounds in the prior art, however, which were useful as a fuel
additive for the purpose (expected property) of dewatering the fuel. The Federal Circuit
held Dillon's claims to the novel composition patentable, stating:

The threshold question is whether under such circumstances, a prima facie case of
unpatentability for obviousness is deemed made . . . The weight of precedent isto the
effect that when the claimed subject matter is a new chemical compound or composition,
a prima facie case of obviousness is not deemed made unless both (1) the new compound
or composition is structurally similar to the reference compound or composition and (2)
there is some suggestion or expectation in the prior art that the new compound or
composition will have the same or asimilar utility as that discovered by the applicant. In
re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 871 (Fed. Cir. 1985). [n99]

Dillon can be viewed as representative of a category of cases where the alleged expected
property (related to afirst utility) is given less weight because it relates to a different
utility. Dillon might also be viewed as representative of cases where the expected
property has no pertinence to the problem solved because the utility was different. In
effect, by considering the problem solved, the court may give greater weight to the
unexpected property than to the expected property.

In Dillon, the evidence of the problem solved can be seen to beintrinsically highly
credible and therefore probative, since clearly Dillon was actually motivated to obtain her
novel compounds for soot reduction. There was never any suggestion, nor wasit at all
likely, that she had any interest or motivation in obtaining his claimed compounds for the
purpose of dewatering fuel.

Dillon, considered as part of aline of cases beginning with Steminski, may be viewed as
alogical and, to some extent, expected culmination. However, it is an interesting question
whether Dillon, and the new inference or presumption it appears to set, follows from the
"weight of precedent” [n100] as asserted by Judge Newman. If not, is it consistent with,
*158 or contrary to precedent? [n101] In re Albrecht [n102] also involved an invention
with a different utility from the prior art. Nevertheless, the invention was found prima
facie obvious, although ultimately unobvious, based on comparative data. In other
decisions, involving different utilities between the cited prior art and the claimed



invention, the CCPA found prima facie obviousness and required a showing of
comparative actua differences to the effect that the unexpected property was not found in
the prior art compound. [n103] It may reasonably be argued that such decisions were
unique to the facts in each case; however, Judge Newman in Dillon appears to have made
a generadization, in the previous quote, which is not limited to the facts of Dillon.

B. Inre Wright ard In re Dillon Compared

Wright and Dillon both involved consideration by the Federal Circuit of the problem
confronting and solved by the inventor. Wright can be distinguished from Dillon, as well
as the other casesin Table A, as a case where the prior art had the same utility as the
invention. However, as with Dillon, the alleged expected property in Wright arguably had
the same or greater significance as the unexpected property of the invention. As Dillon
might be theorized to represent an inference of unobviousness that is probably generally
weaker and more variable than in categories one and two in Table A, Wright might be
theorized to represent * 159 an inference of unobviousness that is probably generally
weaker and more variable than in Dillon, because it fals in the category of what has been
referred to as ""common property” cases, i.e., the claimed invention in practice had useful
properties in common with the cited prior art. In the kind of cases represented by Wright,
the invention potentially could make use of the alleged expected property (Wright's level
might have had increased visibility). Therefore, as a general matter, the significance of
the unexpected property of an invention such asin Wright would intrinsically have less
credibility than the unexpected property of an invention such asin Dillon. Query: Was
the applicant over-emphasizing the importance of increased pitch measurement and
under-emphasizing the importance of increased visibility? In Wright's case, there was no
suggestion that the applicant did. However, in other fact situations, which might
genericaly fall in the same category as Wright, it might be a closer question. Perhaps that
iswhy Kayton stated that, "The high water mark in the law of what is and is not prima
facie obviousis In re Wright." [n104]

The Federal Circuit held in Wright that prima facie obviousness was not established by
aprior art rejection based on an alleged expected property "not pertinent” to the problem
facing the inventor. As noted by Rollins, the court in Wright did not appear to give much
weight to the expected property (visibility in Wright and dewatering in Dillon), when the
unexpected property related to the problem facing the inventor (pitch- measuring
capability in Wright and soot reduction in Dillon). The court did not appear to indulge in
any detailed consideration of the relative significance of the properties of visibility and
pitch- measuring capability and, [n105] under the court's holding, no such evidence of
comparative properties could be required of the applicant. The court stated:

The PTO position that the claimed structure is prima facie obvious is not supported by
the cited references. No reference shows or suggests that properties and results of
Wright's claimed structure, or suggest the claimed combination as a solution to the
problem of increasing pitch measurement capacity. It is not pertinent whether Wright's
new structure also has the prior art attribute of increased visibility of the bubble, for that
is not his invention [n106]



Kayton has stated Wright is a "case of first impression.” [n107] However, analogous
sets of circumstances can be found in prior decisions, for * 160 example the CCPA
decision of In re Wiseman, [n108] involving a brake system (the expected property of
dust removal and the unexpected property of steam removal) and the Supreme Court
decision of Genera Electric Co. v. Jewel Incandescent Lamp Co., [n109] involving a
light bulb (the expected property of reducing glare and the unexpected property of
increased durability). In the later cases, the rationale for obtaining the claimed structure
from the prior art was upheld by the courts. Yet it is certainly reasonable to limit these
decisions to the facts of each case. The conclusion of unobviousness in Wright might also
be limited to the facts of the case, and the issues might be viewed as similar to previous
cases. However, Wright probably does represent, as stated by Kayton, a high water mark,
if the caseisindicative of the Federa Circuit's future consideration of the problem solved
as an element in the determination of unobviousness.

C. A Caveat on In re Wright and In re Dillon

The decisions of In re Wright and In re Dillon, as a basis for any generality, are to some
extent tentative and theoretical at this point in time. No doubt there will be further case
law developments and refinements with respect to these decisions. On information and
belief, attorneys for applicants are even now citing Wright and Dillon during patent
prosecution, particularly the former, to whatever extent they think it might be favorable
to their client's case. Given the PTO's evident dissatisfaction with these decisions, no
doubt some of these cases will reach the PTO Board and be appealed to the Federal
Circuit. The law will be further evolved, explained, and distinguished.

With respect to Dillon, no doubt the PTO will run into cases where the aleged new and
different utility is clearly less significant than the cited prior art utility. [n110] It will be
interesting to see how the Federal Circuit might distinguish such a case from Dillon.

With respect to the Wright decision, an unexpected property may have varying degrees
of pertinence to the problem solved by an inventor. An inventor may not be cognizant
that an alleged expected property even exists in his invention, as appeared to be the case
in In re Wright. In other cases, the alleged expected property may have been recognized
by the inventor as existing in his invention, but the inventor may not have considered it
significant. In still other cases, the aleged expected * 161 property may have been
considered important to the inventor, but he may have been looking for an additiona
unexpected property.

The Wright decision involved a mechanical invention. [n111] It is an interesting
guestion how much relevance Wright, and its element of considering the problem solved,
will have in the chemical arts when, unlike Dillon, the prior art compound has the same
utility as the claimed compound. Regarding Wright, Kayton stated, " T he operative facts
come into play infrequently in non-chemical cases. They are commonplace in chemical
applications.” [n112] Consideration of the problem solved would logically apply to



inventions in the chemical arts and, in particular, to chemical compounds. (The problem
and solution approach of the EPO has been extensively used in the chemical area.) On the
other hand, the holding in Wright may not be as significant in its application to inventions
involving chemical compounds, because chemical compounds relative to mechanical
devices, are generaly more amenable to the applicant offering comparative tests or
objective evidence of superior properties. In contrast, what kind of comparative evidence
would have been appropriate or probative in Wright? Query: Would not comparing
increased visibility to increased pitch have been like comparing apples and oranges?
Perhaps the court in Wright realized this and consideration of the problem solved was one
way to save Wright from a no-win situation.

Regarding the inferencesin Table A above, particularly with respect to the very recent
decisions of Dillon and Wright, it is wise not to over- generalize, and they are certainly
not representative of fixed rules. In Dillon, the Federal Circuit cautioned as follows:

[The CCPA stated,] "The question of obviousness, however, is so closely tied to the
facts of each particular case that prior decisions in cases involving different facts are
ordinarily of little value in reaching a decision” . . . We join the CCPA in deploring "the
formal exercise of squeezing new factual situations into pre-established pigeonholes’ . . .
In Mills, 281 F.2d at 222-23, 126 USPQ at 517, the court cautioned again against "the
observed tendency of the PTO to freeze into legal rules of general application what, at
best, are statements applicable to particular fact situations.” [n113]

*162 One author offered the enduring advice, that "Graham v. Deere in 1966 made a
great contribution in expressing how the obviousness/norn obviousnesstest was to be
applied . . . One lesson is to be more wary of rule proliferation . . . [T]here is no shortcut
to a careful and articulated development of the full Graham v. Deere approach for each
and every case. ..." [n114]

V. CONCLUSION

The present author concluded that the Wright and Dillon decisions are of potential
seminal significance for focusing on the problem solved by the inventor. In general,
evidence of a problem solved may have the effect of shifting the burden of proof from the
gpplicant for a patent in the determination of patentability and negating primafacie
obviousness.

The author concluded that consideration by the decision maker of the problem solved by
the inventor is proper and helpful in determining objectively what would have been
obvious to one of ordinary skill in the art. Consideration of the problem solved can be
viewed as an antidote to the insidious pitfall of hindsight and as a measure of the relative
motivation to obtain the claimed structure for its expected versus unexpected properties.
In addition to the applicability of the problem solved as an element in perceptive analysis
with respect to the ultimate issue of what would have been obvious to the skilled artisan,
the consideration of the problem, solved has been established as useful in ascertaining the



scope of the pertinent prior art under the first basic factual inquiry of obviousness under
Graham v. Deere.

The author reviewed aline of court decisions which might be viewed as leading to
Wright and Dillon. These decisions involved the determination of primafacie
obviousness when both unexpected and expected properties of the invention were
alleged. Although Dillon might be viewed as alogical and, to some extent, expected
culmination of thisline of cases, it remains an interesting question whether Dillon
followed from the weight of precedent or whether it was contrary to precedent, as
asserted by the dissent and as apparently believed by the PTO in requesting an in banc
review of Dillon.

Finaly, it was observed that the significance and effect of considering the problem
solved in any particular case, especially where the invention and the prior art involves the
same utility, would be expected to be very fact dependent. The Federal Circuit appeared,
under the facts of Wright and Dillon, to have favored the applicant by giving greater *163
weight to the unexpected property alleged by the applicant vis-a-vis the expected
property, aleged by the PTO. It remains to be seen, however, what weight the Federal
Circuit will give the problem solved in determining unobviousness in future cases.
Further developments in the court's consideration of the problem solved may be expected.

[na] Exxon Research and Engineering Co. (ER&E). B.S., Chemistry, Dickinson College;
M.S., Chem. Eng., University of Maryland, LL.B. Georgetown Law Center. The views
expressed in this paper are those of the author and not necessarily those of ER&E. Since
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